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I ici isscsneadiesccecdesonegeodsifes cacokcoaaiecaerebiatamenoiel (Pages 995-998) 
INFORMATION AND CORRESPONDENCE 
qd) Change of Address for Patent Applications 


and Patent Related Papers 


Effective immediately, correspondence in patent-related matters 
under the direction of the Assistant Commissioner for Patents 
should be addressed to: 


Assistant Commissioner for Patents 
Washington, D.C. 20231 


This change is being made to reflect the reorganization of the 
Patent and Trademark Office (PTO), and the integration of patent 
and trademark processing activities under the Assistant Commis- 
sioner for Patents and the Assistant Commissioner for Trademarks, 
respectively. The reorganization has been made to emphasize and 
facilitate better service to customers of the PTO. 


This change will affect correspondence such as: patent applica- 
tions, responses to notices of informality, requests for extension of 
time, notices of appeal, briefs in support of an appeal, requests for 
oral hearing, extensions of term of patent, requests for publication 
of Statutory Invention Registration (SIR), requests for reexamina- 
tion, statutory disclaimers, petitions to the Assistant Commissioner 
for Patents, submission of information disclosure statements, peti- 
tions to institute a public use proceeding, petitions to revive 
abandoned patent applications, and other correspondence related to 
patent applications and patents which is processed by organizations 
reporting to the Assistant Commissioner for Patents. However, 
unless otherwise specified, correspondence not processed by orga- 
nizations reporting to the Assistant Commissioner for Patents, such 
as communications with the Board of Patent Appeals and Interfer- 
ences, patent services including certificates of correction, patent 
copy sales, assignments, library services, requests for lists of 
patents and SIRs in a subclass, requests for the status of mainte- 
nance fee payments, as well as patent practitioner enrollment 
matters including admission to examination, registration to prac- 
tice, certificates of good standing, and financial service matters 
including establishing a deposit account should continue to be 
addressed to the Commissioner of Patents and Trademarks. 


Special PTO mail boxes as currently listed in each issue of the 
Official Gazette should also be used to allow forwarding of 
particular types of mail to the appropriate areas as quickly as 
possible. Use of special box designations will facilitate the PTO’s 
timely and accurate identification and processing of the designated 
correspondence. 


All correspondence with the PTO, except for communications 
relating to pending litigation as specified in 37 CFR 1.1(g), may 
continue to be filed directly at the Attorney’s Window located in 
Room 1B03 of Crystal Plaza Building 2, 2011 Jefferson Davis 
Highway, Arlington, Va. 


In addition to the Office of the Solicitor, as specified in 37 CFR 
1.1(g), the Office will now have three separate addresses. The 
addresses are as follows: 1) Assistant Commissioner for Patents for 
correspondence described above; 2) Assistant Commissioner for 
Trademarks for all trademark-related mail, except for trademark 
documents sent to the Assignment Branch for recordation and 
requests for certified and uncertified copies of trademark docu- 
ments. See: Change of Address For Trademark Applications and 
Trademark Related Papers, 1163 Off. Gaz. Pat. Office 80 (June 28, 
1994); and 3) Commissioner of Patents and Trademarks for all 
other correspondence that does not fall into the categories desig- 
nated above. 


Those who correspond with the PTO are requested not to mix 
correspondence which will have to be directed to different areas 
(e.g., Patents and Trademarks) of the Office in a single envelope. At 
the present time, use of the wrong mailing address will not affect 
the filing date assigned to any application or correspondence 
received in the PTO, except as specified in 37 CFR 1.1(g). 


The Office is currently preparing a notice of proposed rule- 
making to formally change the address for patent-related correspon- 
dence. Sections 1.1, 1.8, 1.10 and 1.51 of Title 37 of the Code of 
Federal Regulations are waived to the extent that a certificate of 
mailing under section 1.8 or 1.10, for patent applications and 
related patent documents, may be addressed either to the Commis- 
sioner of Patents and Trademarks, Washington, D.C. 20231, or to 
the Assistant Commissioner for Patents, Washington, D.C. 20231. 





March 9, 1995 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
{1173 OG 13] 
(2) Address Change 


It has been brought to the attention of the U.S. Patent and 
Trademark Office (PTO) that International Depository Authority 
(IDA), American Type Culture Collection (ATCC), has changed its 
address. The new address of ATCC is: 


American Type Culture Collection (ATCC) 
10801 University Blvd. 
Manassas, Va. 20110-2209 
USA 


37 CFR 1.809(d) sets forth the requirements for what must be 
included in the specification of a patent application with respect to 
deposited biological material. In particular, 37 CFR 1.809(d) 
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requires the specification to contain, inter alia, the name and 
address of the depository. For patent applications that are pending 
in the PTO in which the address of the depository referenced in the 
specification has changed, applicants should submit an amendment 
to the specification correcting the address of the deposiivry. For 
applications which have issued as patents, it will not be necessary 
for patentees to correct the address of the depository in the 
patented file in view of the procedure to be implemented below. 

Where there has been a change of address of an IDA any 
member of the public may notify the PTO of such change of 
address of an IDA and the PTO will publish a notice of change of 
IDA address in the Official Gazette. Thereafter, the consolidated 
listing of IDA address will be published in the next revision of the 
Manual of Patent Examining Procedure (MPEP). 

The new address of ATCC will be updated in the upcoming 
revision of the MPEP. 


April 15, 1998 STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 


Patent Policy and Projects 


[1210 OG 74] 





DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
[Docket No. 000328087-0087-01] 

RIN 0651-XX23 


Reestablishment of the Patent and Trademark Office as the 
United States Patent and Trademark Office 


AGENCY: United States Patent and Trademark Office, Com- 
merce. 


ACTION: Notice of reestablishment and adoption of seal. 


SUMMARY: The Patent and Trademark Office Efficiency Act 
reestablishes the Patent and Trademark Office as the United States 
Patent and Trademark Office (USPTO), an agency of the United 
States, within the Department of Commerce. USPTO will continue 
to issue patents, register trademarks, and disseminate information 
about patents and trademarks under the policy direction of the 
Secretary of Commerce, but will otherwise exercise independent 
control of its budget allocations and expenditures, personnel 
decisions and processes, procurements, and other administrative 
and management functions. This notice will explain some key 
aspects of USPTO’s new functions and authorities. 


EFFECTIVE DATE: March 29, 2000. 


ADDRESSES: Director of the United States Patent and Trade- 
mark Office, Washington, D.C. 20231. 


FOR FURTHER INFORMATION CONTACT: Richard Torc- 
zon, 703-305-9035. 


SUPPLEMENTARY INFORMATION: The Patent and Trade- 
mark Office Efficiency Act (PTOEA) (Pub. L. 106-113, 113 Stat. 
1501A-572) becomes effective March 29, 2000, and reestablishes 
the Patent and Trademark Office as an agency of the United States, 
within the Department of Commerce. The PTOEA transforms 
USPTO into a performance-based organization that uses quantita- 
tive and qualitative measures and standards for evaluating cost- 
effectiveness that are consistent with the principles of impartiality 
and competitiveness. Under the PTOEA, USPTO will continue to 
issue patents, register trademarks, and disseminate information 
about patents and trademarks under the policy direction of the 
Secretary of Commerce, but USPTO will exercise independent 
control over its budget allocations and expenditures, personnel 
decisions and processes, procurements, and other administrative 
and management functions. Some key aspects of the reestablish- 
ment of USPTO include: 
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1. New Titles 


The head of USPTO is the “Under Secretary of Commerce for 
Intellectual Property and Director of the United States Patent and 
Trademark Office”. The Director is assisted by the “Deputy Under 
Secretary of Commerce for Intellectual Property and Deputy 
Director of the United States Patent and Trademark Office”. 


The patent operations of USPTO are now headed by the 
“Commissioner for Patents”. 


The trademark operations of USPTO are now headed by the 
“Commissioner for Trademarks”. 


Under section 4741 (b) of the PTOEA, any reference to the 
Commissioner of Patents and Trademarks, the Assistant Commis- 
sioner for Patents, or the Assistant Commissioner for Trademarks 
is deemed to refer to the Director, the Commissioner for Patents, 
or the Commissioner for Trademarks, respectively. Hence, until 
further notice, no change is necessary to any mailing procedure, 
form, or other document submitted to USPTO. Appropriate use of 
the new titles is acceptable as well. 


2. Mailing Address 


The mailing address remains the same, as reflected in the 
ADDRESSES section above. USPTO will accept mail addressed 
to either the Director of the United States Patent and Trademark 
Office or the Commissioner of Patents and Trademarks. 


3. Continuity of Operations 


Under subsection 4743(a) of the PTOEA, all orders, determina- 
tions, rules, regulations, permits, grants, loans, contracts, agree- 
ments, certificates, licenses, and privileges in effect on March 28, 
2000, shall remain in effect with equal force. Similarly, under 
subsection 4743(b), all proceedings under way on March 28, 2000, 
shall continue. To this end, USPTO adopts all authorities, includ- 
ing rules, manuals, orders, and precedent, of the Patent and 
Trademark Office in effect on March 28, 2000. Until otherwise 
indicated, USPTO will continue to follow the Federal Acquisition 
Regulations and Department of Commerce regulations applicable 
to the Patent and Trademark Office on March 28, 2000. 


USPTO may continue to use existing stocks of letterhead and 
other products. 


5. Seal 
USPTO adopts the following as its seal which shall be judicially 


noticed and with which letters patent, certificates of trademark 
registrations, and papers issued by USPTO shall be authenticated: 





(Authority: Sec. 4712, Pub. L. 106-113, 113 Stat. 1501A-572 
(35 U.S.C. 2(b)).) 
March 30, 2000 Q. TODD DICKINSON 

Under Secretary of Commerce for 

Intellectual Property and Director of the 

United States Patent and Trademark Office 


[1234 OG 41] 
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(4) Establishment of a Special Box for 
Comments to Proprosed Rulemaking 


Effective immediately, the Patent and Trademark Office has 
established a special box designator for public comments regard- 
ing patent related regulations and procedures. 

In order to take advantage of this new service, the envelope 
should be addressed: 


Box Comments - Patents 
Assistant Commissioner for Patents 
Washington, D.C. 20231 


Only comments regarding patent related regulations and proce- 
dures are to be placed in the envelope. In order to assist the public, 
notices published in the Federal Register or the Official Gazette 
will specifically direct that comments be addressed to “Box 
Comments - Patents” when appropriate. 
January 11, 1996 STEPHEN G. KUNIN 
Deputy Assistant Commissioner 
for Patent Policy and Projects 


[1183 OG 14] 





(5) Department of Commerce 
Patent and Trademark Office 
[Docket#: 950411100-6267-02] 
RIN 0651-XX01 


Extension of the Payor Number Practice 
(through “Customer Numbers”) 
to Matters Involving Pending Patent Applications 


Agency: Patent and Trademark Office, Commerce. 
Action: Notice of Change in Procedure. 


Summary: The Patent and Trademark Office (PTO) is extending 
the Payor Number practice to matters involving pending patent 
applications. Payor Numbers are currently used to establish a “fee 
address” for receipt of maintenance fee correspondence. Through 
the use of “Customer Numbers,” the PTO will extend the Payor 
Number practice to matters involving patent applications. Under 
this Customer Number practice, an applicant (or patentee) will be 
able to use a Customer Number to: (1) designate the address 
associated with the Customer Number as the correspondence 
address for an application (or patent); (2) designate the address 
associated with the Customer Number as the fee address (37 CFR 
1.363) for a patent; and (3) submit a power of attorney in the 
application (or patent) to the registered practitioners associated 
with the Customer Number. The change of either the address or 
practitioners having a power of attorney in multiple patent 
applications through a single paper directed to the Customer 
Number should result in savings to the attorney, agent, or law firm, 
as well as the PTO. 


Effective Date: November 1, 1996. Any request to change the 
correspondence address of a pending application to the address 
associated with a currently assigned Payor Number filed before 
November 1, 1996 will not be effective until November 1, 1996. 


For Further Information Contact: Robert W. Bahr by telephone at 
(703) 305-9285 or by facsimile at (703) 308-6916, or by mail 
addressed to Box Comments-Patents, Assistant Commissioner for 
Patents, Washington, D.C. 20231. 


Supplementary Information 

Payor Numbers are currently used to establish a “fee address” 
for receipt of maintenance fee correspondence. Such Payor Num- 
bers permit, inter alia, an attorney, agent or law firm to file a single 
change of address paper for the Payor Number, and this change of 
address is effective for every patent designating the address 
associated with the Payor Number as the correspondence address 


U.S. PATENT AND TRADEMARK OFFICE 
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for the patent. This Payor Number practice avoids the filing of a 
separate change of address paper for every patent affected by the 
change of address. 

In a Notice entitled “Extension of the Use of Payor Numbers to 
Matters Involving Pending Patent Applications” (Payor Number 
Notice), published in the Federal Register at 60 FR 26026-28 
(May 16, 1995), and in the PTO Official Gazette at 1175 Off. Gaz. 
Pat. Office 14-15 (June 6, 1995), the PTO proposed to extend the 
current Payor Number practice to matters involving pending patent 
applications. In view of the comments received in response to the 
Payor Number Notice, the PTO is adopting the following “Cus- 
tomer Number” practice. 

Currently assigned “Payor Numbers” will be redesignated as 
“Customer Numbers” to avoid requiring persons or organizations 
currently assigned a Payor Number to request a “new” Customer 
Number. Thus, persons or organizations currently assigned a 
“Payor Number” should not request a new “Customer Number.” 
Persons or organizations not currently assigned a Payor Number 
can request assignment of “new” Customer Numbers. 

The PTO has created a box designation for correspondence 
related to a Customer Number (“Box CN”), and all correspon- 
dence related to a Customer Number (e.g., requests for a Customer 
Number) should be addressed to this box designation. 

The PTO will provide standard forms to: (1) request a Customer 
Number (PTO/SB/125); (2) request a change in the data (address 
or list of practitioners) associated with an existing Customer 
Number (PTO/SB/124); (3) change the correspondence address of 
an individual application (PTO/SB/122) or patent (PTO/SB/123) 
to the address associated with a Customer Number; or (4) change 
the correspondence address of a list of applications or patents to 
the address associated with a Customer Number (PTO/SB/121). 
The PTO is also modifying its current standard forms (e.g., the 
declaration form) to permit: (1) the designation of the address 
associated with the Customer Number as the correspondence 
address for an application; (2) designation of the address associ- 
ated with the Customer Number as the fee address for a patent; and 
(3) the submission of a power of attorney in the application to the 
practitioners associated with the Customer Number. The forms 
provided by the Office may be obtained by contacting the 
Customer Service Center of the Office of Initial Patent Examina- 
tion at (703) 308-1214. Also, many standard forms have been 
loaded on the PTO’s Internet Website and may be electronically 
copied via the Internet through anonymous file transfer protocol 
(ftp) (address: ftp.uspto.gov). While use the standardized forms 
provided by the PTO is encouraged, it is not mandatory. 

This notice of change in procedure contains a collection of 
information subject to the Paperwork Reduction Act of 1995, 44 
U.S.C. 3501 et seq. This collection of information is currently 
approved by the Office of Management and Budget under Control 
No. 0651-0035. Send comments regarding this burden estimate or 
any other aspect of this collection of information, including 
suggestions for reducing this burden to the Office of System 
Quality and Enhancement, Data Administration Division, Patent 
and Trademark Office, Washington, D.C. 20231, and to the Office 
of Information and Regulatory Affairs, Office of Management and 
Budget, Washington, D.C. 20503 (ATTN: Paperwork Reduction 
Act Project 0651-0035). 

Notwithstanding any other provision of law, no person is 
required to respond to nor shall any person be subject to a penalty 
for failure to comply with a collection of information subject to the 
requirements of the Paperwork Reduction Act unless that collec- 
tion of information displays a currently valid OMB control 
number. 

The PTO will also accept requests submitted electronically via 
a computer-readable diskette to: (1) change the correspondence 
address of a list of applications or patents or the fee address for a 
list of patents to the address associated with a Customer Number; 
and (2) submit a power of attorney in a list of applications or 
patents to the registered practitioners associated with the Customer 
Number. Persons electronically submitting such a request must 
submit an IBM-compatible diskette containing a Microsoft Excel 
spreadsheet, or a comma separated text file which can be imported 
into Microsoft Excel spreadsheet, formatted as follows: (1) row 1, 
column B containing the six-digit Customer Number; (2) row 2 
being blank; (3) rows 3 through 9 containing the address associ- 
ated with the Customer Number; (4) rows 10 through 15 being 
blank; and (5) row 16 starting with the list of patents or 
applications with column A containing the patent number (if 
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appropriate), column B containing the application number, column 
C containing the patent date (if appropriate), column D containing 
the application filing date, column E indicating “YES” or “NO” to 
designate assignment of the address associated with the Customer 
Number as the correspondence address of the application or patent, 
column F indicating “YES” or “NO” to designate assignment of 
the registered practitioners associated with the Customer Number 
as the list of persons having a power of attorney in the applications 
or patents, and column G indicating “YES” or “NO” to designate 
assignment of the address associated with the Customer Number 
as the fee address of the patent. 

The patent number (if appropriate), application number, patent 
date (if appropriate), and application filing date are being required 
as redundant identifiers to avoid changing the correspondence or 
fee address or entering a power of attorney in the wrong patent or 
application due to a typographical error in the patent or application 
number. The PTO will enter a change in correspondence or fee 
address or power of attorney in a listed application or patent only 
if the following identifiers are provided: (1) the patent number and 
the corresponding application number, (2) the patent number and 
the corresponding patent date; (3) the application number and the 
corresponding filing date; (4) the patent number and the corre- 
sponding application filing date; and (5) the application number 
and the corresponding patent date. 

A sample spreadsheet is included as an Appendix A to this 
notice of change in procedure. The phrase “Customer Number” in 
row |, column A, and “Requester (Attorney/Firm) Information” in 
row 3, as well as the information provided in rows 10 through 15, 
are provided on the sample spreadsheet for explanatory purposes 
only, and should not be included on any spreadsheet submitted to 
the PTO. 

The diskette must be accompanied by a paper copy of the 
spreadsheet and a cover letter requesting entry of the changes 
contained on the spreadsheet into PTO records for the listed 
applications or patents. In addition, for any application or patent 
listed on such spreadsheet, the cover letter must be signed by the 
applicant or patentee, assignee in compliance with 37 CFR 
3.73(b), or registered practitioner of record in the patent or 
application. The PTO will issue a written confirmation of the list 
of applications or patents indicating the change(s) entered into 
PTO records. 

Through the use of “Customer Numbers,” the PTO is extending 
the “fee address” practice to matters involving pending patent 
applications to permit: (1) the designation of the correspondence 
address of a patent application by a Customer Number such that 
the correspondence address for the patent application would be the 
address associated with the Customer Number; (2) the designation 
of the fee address of a patent by a Customer Number such that the 
fee address for the patent would be the address associated with the 
Customer Number; and (3) the submission of a list of practitioners 
by a Customer Number such that an applicant may in a Power of 
Attorney appoint those practitioners associated with the Customer 
Number. While this notice discusses this new Customer Number 
practice as it regards patent applications and applicants, it will 
apply equally to patents and patentees. 

The designation in a patent application of a specific Customer 
Number as the correspondence address for such application will 
permit an attorney, agent or law firm to file a single paper 
containing a change of address, rather than a separate paper in each 
application, and this change of address paper will be applicable to 
all applications designating the Customer Number as the corre- 
spondence address for such application. The designation of a 
Customer Number as the correspondence address for a patent 
application is optional, in that any application not designating a 
Customer Number as the correspondence address will not be 
affected by a change of address filed for a Customer Number, even 
if the correspondence address provided for such application is that 
of an attorney, agent, or law firm associated with a Customer 
Number. The change of address in multiple patent applications 
through a single paper directed to the Customer Number, rather 
than through individual letters directed to each application, will 
result in savings to the attorney, agent or law firm, as well as the 


This new Customer Number practice will not affect the current 
practice of permitting a patentee to provide a “fee address” for the 
receipt of maintenance fee correspondence. A patentee will be able 
to designate a “fee address” for the receipt of maintenance fee 
correspondence, and a different address for the receipt of all other 
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correspondence. The designation of a “fee address” by reference to 
a Customer Number will not affect or be affected by the designa- 
tion of a correspondence address by reference to another Customer 
Number, in that the PTO will send maintenance fee correspon- 
dence to the address associated with the Customer Number 
designated as the “fee address” and will send all other correspon- 
dence to the address associated with the Customer Number 
designated as the correspondence address. 

The association of a list of practitioners with a Customer 
Number will permit an applicant to appoint all of the practitioners 
associated with the Customer Number merely by reference to the 
Customer Number in the Power of Attorney (i.e., without indi- 
vidually listing the practitioners in the Power of Attorney). The 
addition and/or deletion of a practitioner from the list of practi- 
tioners associated with a Customer Number will result in the 
addition or deletion of such practitioner from the list of persons 
authorized to represent any applicant who appointed all of the 
practitioners associated with such Customer Number. This will 
avoid the necessity for the filing of additional papers in each patent 
application affected by a change in the practitioners of the law firm 
prosecuting the application. The appointment of practitioners 
associated with a Customer Number will be optional, in that any 
applicant may continue to individually name those practitioners to 
represent the applicant in a patent application. 

Currently, the PTO must individually enter into the Patent 
Application Location and Monitoring (PALM) system the regis- 
tration number for each practitioner appointed to represent the 
applicant in a patent application. The change of persons authorized 
to represent applicants in multiple patent applications through a 
single paper directing the PTO to change its records concerning the 
Customer Number will require only a single entry into the PALM 
system, where the change of persons authorized to represent 
applicants in multiple patent applications through individual letters 
directed to each application require a separate entry into the PALM 
system for each affected application. Thus, the use of Customer 
Numbers in a Power of Attorney will significantly reduce the 
amount of data which must be entered into the PALM system, and 
would thus result in savings to the PTO. In addition, permitting a 
change of persons authorized to represent applicants in multiple 
patent applications through a single paper directing the PTO to 
change its records concerning the Customer Number would result 
in similar savings to the attorney, agent, or law firm. 

As the PTO will not recognize more than one correspondence 
address (37 CFR 1.34(c)), any inconsistencies between the corre- 
spondence address resulting from a Customer Number being 
provided in an application for the correspondence address and any 
other correspondence address provided in that application would 
be resolved in favor of the address of the Customer Number. 
Where an applicant appoints all of the practitioners associated with 
a Customer Number as well as a list of individually named 
practitioners, such action would be treated as only an appointment 
of all of the practitioners associated with a Customer Number due 
to the potential for confusion and data entry errors in entering 
registration numbers from plural sources. 

The following are examples of language effective to provide as 
the correspondence address the address of, and appoint those 
practitioners associated with, a Customer Number: 


1. The following language would be effective to appoint those 
practitioners individually listed, and provide as the correspondence 
address the address of Customer Number 99,999: 


I hereby appoint the following practitioners to prosecute this 
application and to transact all business in the Patent and Trade- 
mark Office connected therewith: 


John Doe, Registration No. 99,991, Jane Doe, Registration No. 
99,992 and Richard Doe, Registration No. 99,993. 
Address all correspondence to: Customer Number 99,999. 


2. The following language would be effective to appoint those 
practitioners associated with, and provide as the correspondence 
address the address of, Customer Number 99,999: 


I hereby appoint the practitioners associated with the Customer 
Number provided below to prosecute this application and to 
transact all business in the Patent and Trademark Office connected 
therewith, and direct that all correspondence be addressed to that 
Customer Number: 
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Customer Number 99,999. 
Response to Comments 


Eleven comments were received in response to the Payor 
Number Notice. The written comments have been analyzed, and 
responses to the comments follow. 


Comment (1): Ten comments supported the proposed extension of 
use of the Payor Number practice to matters involving pending 
patent applications. 


Response: In view of the positive response to this proposed 
extension of use of the Payor Number practice to matters involving 
pending patent applications, the PTO is extending the Payor 
Number practice to matters involving pending patent applications. 


Comment (2): One comment opposed combining the maintenance 
fee Payor Number with the practitioner responsible for the 
application or patent. The comment argued that, in many instances, 
a client instructs a practitioner that a particular service organiza- 
tion is responsible for the payment of maintenance fees, and, while 
the practitioner continues as counsel of record and receives 
correspondence unrelated to maintenance fees (e.g., reexamination 
or interference notices), the client advises that the practitioner is no 
longer responsible for payment of the maintenance fees or even 
reminding the client of the due date for paying such fees. 


Response: As discussed supra, the implemented “Customer Num- 
ber” practice will not affect the current practice of providing a “fee 
address” for correspondence relating to the payment of mainte- 
nance fees. While the current “Payor Numbers” will be redesig- 
nated as “Customer Numbers,” a patentee will be permitted to 
specify a “fee address” by reference to one Customer Number 
(e.g., the Customer or Payor Number of a maintenance fee service 
organization) and a correspondence address by reference to 
another Customer Number (e.g., the Customer Number of the 
attorney or agent of record). Designating a “fee address” for 
maintenance fee payment purposes, by Customer Number or 
otherwise, will not affect the correspondence address for corre- 
spondence unrelated to maintenance fees, regardless of whether 
the correspondence address is also specified by a Customer 
Number. Likewise, providing a “fee address” for maintenance fee 
payment purposes, by Customer Number or otherwise, wil] not 
affect any previous appointments of practitioners. 


Comment (3): One comment cautioned that sufficient safeguards 
be built into the system to avoid errors. Specifically, the comment 
cautioned that: (1) a data entry error in the Customer Number in 
one application (a key field error) would result in correspondence 
for that application being sent to an entirely different address; (2) 
a single error in the look-up data base would result in correspon- 
dence for every application designating a particular Customer 
Number being sent to an entirely different address; and (3) an 
indexing or programming error affecting the entire look- up data 
base could result in correspondence for every application desig- 
nating any Customer Number being sent to an entirely different 
address. 


Response: Currently, the application number is entered into the 
PALM data base to look-up the actual address (i.e., the application 
number is a key field). Thus, the risk of error in the improper entry 
of a Customer Number is no greater than the current risk of error 
in the improper entry of an application number. Nevertheless, the 
PTO endeavors to reduce such errors by requiring that employees 
check the returned application data. 

To avoid errors in information associated with a Customer 
Number, the PTO will double enter the Customer Number anytime 
there is a change to the information associated with the Customer 
Number. In addition, the PTO is in the process of developing 
Customer Number bar code labels for use on incoming requests for 
changes to the information associated with a Customer Number to 
permit scanning and reduce data entry errors. 

In any event, errors in the look-up data base would result in 
correspondence for every application designating a particular 
Customer Number being sent to an entirely different address, and 
indexing or programming errors affecting the entire look-up data 
base could result in correspondence for every application desig- 
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nating any Customer Number being sent to an entirely different 
address. These errors would result in mismailings of such magni- 
tude that it would be readily apparent to the attorney, agent or law 
firm of the Customer Number, if not the PTO, that an error has 
occurred. 


Comment (4): Three comments suggested that registration num- 
bers be used as Customer Numbers. 


Response: The suggestion has not been adopted. The PTO 
currently has a data base of addresses (i.e., fee addresses) 
associated with the current Payor Numbers that will be redesig- 
nated as “Customer Numbers.” To avoid an adverse impact on the 
current fee address practice, the Customer Number practice is 
being implemented using the existing fee address data base. Thus, 
the PTO cannot use registration numbers as Customer Numbers 
since newly assigned Customer Numbers must be compatible with 
the existing Payor Numbers. 


Comment (5): One comment suggested that a Power of Attorney 
be permitted to include the practitioners associated with a Cus- 
tomer Number and no more than one additional practitioner. The 
comment argued that clients will desire to name a responsible 
person in the Power of Attorney, and that this would also be 
helpful in the event that a practitioner withdraws from a law firm 
and the client continues with that practitioner. The comment 
cautioned that if this is not permitted, each practitioner will 
establish his or her own Customer Number, resulting in the 
appointment of a large number of Customer Numbers. 


Response: The comment is adopted only to the extent indicated. 
To accommodate the desire of a client to see the responsible person 
mentioned by name in the Power of Attorney, a Power of Attorney 
appointing the practitioners associated with a specific Customer 
Number may also specifically mention any of the practitioners 
associated with such Customer Number. This mention may desig- 
nate the responsible practitioner(s) as the principal attorney(s) or 
agent(s) in the application. In a Power of Attorney appointing 
those practitioners associated with a Customer Number, the 
specific mentioning of practitioner(s) will be ineffective to appoint 
a practitioner not associated with the Customer Number. 


As discussed supra, the entry of a single Customer Number, 
rather than the individual registration number of each practitioner, 
into the PALM system is a primary benefit of permitting the 
appointment of a list of practitioners by Customer Number. As the 
individually listed practitioner is ostensibly among those practi- 
tioners associated with the Customer Number provided in the 
Power of Attorney, requiring the PTO to enter the individual 
registration numbers of a list of practitioners associated with a 
Customer Number, as well as the Customer Number, would 
frustrate this benefit. Thus, the PTO will treat such an appointment 
as an appointment of only those practitioners associated with the 
Customer Number. 

Customer Numbers are designed to serve the dual purpose of 
providing a correspondence address, and providing the list of 
practitioners appointed with a power of attorney. Due to the 
prohibition against dual correspondence (37 CFR 1.33(a)), an 
applicant will be permitted to provide only a single number at a 
time as the Customer Number, and thus correspondence address, 
for the application. In an instance in which an applicant provides 
more than one Customer Number, the last provided Customer 
Number is controlling. Thus, the appointment of a plurality (much 
less a large number) of Customer Numbers will result in the PTO 
recognizing only the last mentioned Customer Number. Applicants 
are strongly cautioned not to attempt to appoint more than one 
Customer Number in a single communication, as such action will 
not have a cumulative effect. 


Comment (6): Three comments suggested that in this new 
context, the term “Payor Number” could cause confusion, and 
would be demeaning to applicants and their representatives. 


Response: In view of these comments, the term “Customer 
Number” has been used to describe the number having an address 
or a list of practitioners associated with such number. The term 
“Payor Number” was used in the Payor Number Notice as this 
term 
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had a specific meaning with regard to the “fee address” for 
maintenance fee correspondence, and thus served to provide a 
frame of reference for the extension of such practice. 


Comment (7): One comment suggested that the form of appoint- 
ment refer to registered practitioners, rather than attorneys and 
agents. 


Response: The PTO does not require any specific form of 
appointment (i.e., the forms of appointment in the Payor Number 
Notice were merely exemplary). Nevertheless, the phrase “practi- 
tioner” is defined in 37 CFR 10. I(r), and “registered practitioners” 
is considered preferable to “attorneys or agents” or “attorneys and 
agents.” As such, the PTO will change its standardized forms of 
appointment to refer to “registered practitioners.” 


Comment (8): One comment questioned the form and effect of an 
appointment of all practitioners associated with a Customer 
Number. The comment specifically questioned whether the prac- 
titioner would have to obtain a new power of attorney in a situation 
in which: (1) a practitioner is associated with the Customer 
Number of a law firm, and is thus appointed in every application 
appointing the practitioners associated with that Customer Num- 
ber; (2) the practitioner subsequently leaves the law firm; and (3) 
an applicant in an application appointing the practitioners associ- 
ated with the law firm’s Customer Number continues with the 
practitioner leaving the law firm. 


Response: The practitioner should obtain a new power of attorney 
to continue to have a power of attorney in the application. An 
appointment in an application of the practitioners associated with 
a particular Customer Number is the appointment of each of the 
practitioners associated with that Customer Number at the time 
any practitioner associated with such Customer Number seek to 
act for the applicant. With such an appointment, a practitioner is of 
record until removed from the Customer Number (i.e., until the 
practitioner is no longer associated with the Customer Number). 
As the practitioner's former law firm should promptly remove 
such practitioner from the list of practitioners associated with the 
law firm’s Customer Number, a new power of attorney will be 
necessary for the practitioner to continue to have a power of 
attorney in the application. 

In an instance in which a particular practitioner in a law firm has 
a significant number of clients who are clients of the practitioner 
rather than the law firm (i.e., clients who would prefer to be 
represented by the practitioner, rather than the law firm, in the 
event that the practitioner left the law firm), such practitioner 
should consider establishing a Customer Number separate from 
the law firm’s Customer Number. This would permit the clients of 
the practitioner to appoint a power of attorney to the practitioners 
associated with the practitioner's, rather than the law firm’s, 
Customer Number. The practitioner can list any or all of the 
practitioners in the law firm as practitioners associated with the 
Customer Number, and can change the practitioners associated 
with the Customer Number in the event that the practitioner left 
the law firm. This would avoid the necessity for a new power of 
attorney in the event that the practitioner leaves the law firm. 


Comment (9): One comment suggested that the proposed practice 
be extended to trademark applications. 


Response: The suggestion has been forwarded to the Assistant 
Commissioner for Trademarks for consideration. 


Comment (10): One comment suggested that procedures be 
adopted such that this number could be utilized informally to 
identify the source of documents such as drawings, certified 
copies, etc., by including this number on the back of the document. 


Response: There is no prohibition against using a Customer 
Number on the back of a document to informally identify the 
source of the document. That is, while 37 CFR 1.52(b) and 1.84(e) 
provide that the application papers contain writing or drawings 
only on one side of a sheet, these provisions are directed to the 
writing and drawings forming the application papers. Thus, the 
inclusion of identifying information on the back of a sheet simply 
results in that information not being considered part of the 
application papers. However, the inclusion of a Customer Number 
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to informally identify the source of a document is not a substitute 
for the inclusion on the document of the application number to 
which the document is directed. In addition, a telephone number 
should also be provided on such document, as the Customer 
Number will not provide the telephone number (but only the 
address) of the source of the document. 


Comment (11): One comment suggested that the PTO update the 
address of all registered practitioners in the Office of Enrollment 
and Discipline (OED) index by a change in the Customer Number 
address. 


Response: The suggestion has been forwarded to OED for 
consideration. 
October 15, 1996 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1191 OG 187] 





(6) Establishment of Box REISSUE 
Elimination of Box 7 


The processing of reissue applications in the Patent and Trade- 
mark Office (PTO) has been modified with the establishment of a 
special box designated Box REISSUE and the elimination of Box 
i = 


(a) Effective immediately, the PTO has established a special box 
designated Box REISSUF for new and continuing reissue 
application filings under 37 CFR 1.53(b). All new and continuing 
reissue application filings addressed to this box will be forwarded 
immediately to the Office of Initial Patent Examination for 
expedited processing. This box should not be used for any other 
reissue application correspondence. 

To maximize the advantages of the expedited processing, the 
envelope should be addressed: 


Box REISSUE 
Assistant Commissioner for Patents 
Washington, D.C. 20231 


Box REISSUE should only be used for the initial filing of all 
new and continuing reissue applications. Box REISSUE should 
not be used for any subsequently filed correspondence in reissue 
applications. 


Placing unrelated or extraneous documents in an envelope 
marked for any special box will significantly delay their 
reaching the area for which they were intended. 


(b) In addition, Box 7, designated for receiving correspondence 
in reissue applications for patents involved in litigation, is being 
ELIMINATED herewith. Correspondence addressed to Box 7 is 
rarely received in the PTO. Current PTO Mail Center procedures 
provide prompt delivery service, thus eliminating the need for 
continued use of Box 7. Any further correspondence addressed to 
Box 7 will be treated as ordinary mail and not given any special 
status by the PTO Mail Center. 
September 28, 1998 STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 

Patent Policy and Projects 
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(7) Notice Regarding Technical Center 
Box Issue Fee Mailings 


The Office will begin mailing address labels with the PTOL-85, 
“Notice of Allowance and Issue Fee Due” for patent applications 
allowed in all Technology Centers. These address labels should be 
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used to ensure proper routing of post-allowance correspondence. 
This directive supersedes the “Special Boxes for Patent Mail” 
instruction. Any Notice of Allowance and Issue Fee Due received 
without the accompanying address labels should continue to be 
addressed to Box Issue Fee. 
March 11, 1998 NICHOLAS P. GODICI 
Deputy Assistant Commissioner 
for Patents (Acting) 

{1208 OG 103} 





(8) Use of Box Issue Fee 


On April 29, 1996, the Office will begin processing Issue Fee 
payments in the Office of Patent Publication. All issue fees mailed 
to the existing Box issue Fee will be delivered directly to the 
Office of Patent Publication. Any issue fees received by the Office 
not addressed to Box Issue Fee will result in a delay in posting the 
fee. 

March 28, 1996 RICHARD BAWCOMBE 
Director, Office of Patent Publication 


{1186 OG 12] 





Establishment of a Special Box 
for Design Patent Applications 


Effective immediately, the Patent and Trademark Office (PTO), 
as a part of the current reengineering effort, has established a 
special box for filing design patent applications and papers for 
design applications. Use of this box will allow the PTO to provide 
more efficient and effective handling of these applications and 
papers for customers. 


To take advantage of this new service, the envelope should be 
addressed: 


Box Design 
Assistant Commissioner for Patents 
Washington, D.C. 20231 


Because all processing of design patent applications, including fee 
processing, from the initial filing of the design patent application 
through payment of the design issue fee will now be performed in 
Examining Group 2900, design patent applications and all papers 
for these applications may be hand-carried directly to Examining 
Group 2900 or mailed to Box Design. Petitions and amendments 
filed under 37 CFR 1.312 submitted for design patent applications 
will also be processed in Examining Group 2900 and thus may be 
filed directly in Examining Group 2900 or mailed to Box Design. 
All regular methods of filing papers for design patent applications 
will still be available but the utilization of Box Design will enable 
the PTO to provide better customer service. 


In order to facilitate speedier processing of papers, it is requested 
that papers and fees for design patent applications be submitted 
separately from papers and fees for utility patent applications. 


Point of Contact for this Notice: 
Name: John Kittle 


Telephone number: (703) 308-1495 
Fax number: (703) 305-3600 


May 10, 1996 EDWARD R. KAZENSKE 
Deputy Assistant Commissioner 


for Patents 
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(10) Changes in How Papers May be Filed 
in the Patent and Trademark Office 


Beginning April 21, 1992, an improved service will be offered 
to people who wish to file papers directly with the Patent and 
Trademark Office (PTO) by extending the hours of operation for 
the Attorneys’ Window located in Room 1B03 of Crystal Plaza 
Building 2, Arlington, Virginia. The current hours of operation are 
from 8:30 a.m. to 5:00 p.m., Monday through Friday, except 
Federal holidays within the District of Columbia. The change will 
extend the hours of operation until 12:00 midnight on Monday 
through Friday, except holidays, on a trial basis. If, after six 
months, usage does not warrant retaining operations until mid- 
night, the hours of operation will be reduced. 

This change will provide walk-up, personalized service to firms 
and individuals who are filing documents with the PTO. The PTO 
will continue to stamp postcard-type receipts to acknowledge the 
receipt of papers filed at the Attorneys’ Window. 

Also, effective on April 21, 1992, the PTO is discontinuing the 
use of drop boxes in the lobby of Crystal Plaza Building 3, 
Arlington, Virginia, and at the main entrance of the Department of 
Commerce Building, Washington, D.C. (37 CFR 1.6(c)) as means 
for receiving papers. 

These changes will provide improved services with respect to 
receipt and processing of documents while, at the same time, 
overcoming problems with the present arrangement. 

Problems encountered with the present arrangement for the drop 
boxes have occasionally made it difficult to determine the dates of 
actual deposit of papers. For example, there have been many 
incidents of papers being found outside of the drop boxes (e.g., on 
the floor of the main lobby of the Department of Commerce 
Building, on the guard’s desk, on a nearby table, etc.). On 
occasion, the PTO and/or filers have been denied access to the 
drop box at the Department of Commerce by building security 
guards due to a special event taking place in the lobby. 

Provisions are also available for filing papers through the use of 
the certificate of mailing (37 CFR 1.8) and the Express Mail (37 
CFR 1.10) procedures. 


March 17, 1992 HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 


of Patents and Trademarks 


[1137 OG 7} 





(11) Relief in Certain Extraordinary Situations 

This notice addresses the extraordinary situation in which a 
Patent and Trademark Office (PTO) customer has been intention- 
ally deceived by his or her representative, resulting in a potential 
loss of intellectual property rights. In such a situation, the PTO will 
mitigate any such potential loss, to the extent possible within the 
PTO’s statutory framework and the bounds of controlling law. 


To mitigate any such loss, the Commissioner of Patents and 
Trademarks may suspend or waive certain regulations. When that 
is the case, the Commissioner will exercise his power to do so 
under 37 C.F.R. §§ 1.183 and 2.148 (“In an extraordinary situation, 
when justice requires,” the Commissioner has the power to sua 
sponte suspend or waive any requirement of the regulations which 
is not required by statute.). 


In advance of the occurrence of such an extraordinary situation, 
the Commissioner cannot determine what specific action justice 
will require. Such action, however, could include waiving of 
certain non-statutory fees, reviving an abandoned application, or 
granting an application filing date based on the PTO filing date of 
a copending document that has all the elements of a patent 
application required by law. 
August 11, 1995 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1178 OG 42] 
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(12) PATENT TECHNOLOGY CENTERS 


Q. TODD DICKINSON, Under Secretary of Commerce for Intellectual Property and 
and Director of the United States Patent and Trademark Office 

NICHOLAS P. GODICI, Commissioner for Patents 

ESTHER M. KEPPLINGER, Deputy Commissioner for Patent Operations 

STEPHEN G. KUNIN, Deputy Commissioner for Patent Examination Policy 

EDWARD R. KAZENSKE, Deputy Commissioner for Patent Resources and Planning 





TECHNOLOGY CENTERS DIRECTORS 





1600 BIOTECHNOLOGY AND ORGANIC John J. Doll 308-1123 
CHEMISTRY Jasemine C. Chamber 308-2035 


1610 Organic chemistry, Bio-Affecting & Body FAX 305-7230 
Treating Composition 


1620 Carbohydrates, Nonheterocyclic Chemistry & 
Uses 


1630 Recombinant Molecular & Micro-Biology, 
Multicellular Organisms 


1640 Immunology & Plants 


Non-Recombinant Molecular & Micro-Biology, 
Non-Immuno Proteins & Peptides 


CHEMICAL AND MATERIALS Jacqueline Stone 308-1495 
ENGINEERING Richard V. Fisher 308-1193 


Synthetic Resins FAX 305-3599 
Fluid Separation & Agitation, Metal Foundry, 

Welding, Plastic Modeling Apparatus, Fuels & 

Related Compositions 

Class & Paper Making, Tobacco, Non-Metallic 

Molding, Adhesive Bonding, Tires & Coating 

Apparatus 

Metallurgy, Electrochemistry, Cleaning, 

Disinfecting, Sterilizing, Analytical Chemistry & 

Wave Energy 


Chemical Products & Processes, Solar Cells & 
Sputtering Apparatuses 


Food Technology, Petroleum Processing, 
Coating & Etching 


Stock Materials & Miscellaneous Articles 

COMPUTER ARCHITECTURE, SOFTWARE, Margaret A. Focarino 

AND ELECTRONIC COMMERCE Allen MacDonald 

John Love 

Miscellaneous Computer Applications FAX 305-3719 
308-5355 

Cryptography, Security 

Computer Networks 

Electronic Commerce 

Graphical User Interface, Data Bases 


Computer Architecture 


COMMUNICATIONS James L. Dwyer 305-4800 


Jin F. Ng 305-4800 
Joseph J. Rolla 305-9700 
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TECHNOLOGY CENTERS 


DIRECTORS 





2610 


2620 


2630 
2640 
2650 
2660 
2670 
2680 


2800 


Television 


Image Analysis, Fax 


Digital, Optical, and General Communications 
Audio, Speech Processing and Wired Telephone 
Dynamic Information Storage & Retrieval 


Multiplex Communications 


Computer Graphics and Display Systems 


Radio Telecommunications 


SEMICONDUCTOR, ELECTRICAL, 
OPTICAL SYSTEM & COMPONENTS 


Semiconductors, Electrical, Optical Systems & 
Components 


Power Generation and Distribution, Music, 
Electrical Components and Control Circuit 


Photocopying, Recorders, Printing, Measuring & 
Testing 


Liquid Crystals, Optical Elements, Optical 
Systems, Fiber Optics, Lasers, Electric Lamps, 
Registers, Optics Measuring, Radiant Energy 
TRANSPORTATION, CONSTRUCTION, 
AGRICULTURE, NATIONAL SECURITY 
AND LICENSE & REVIEW 

Surface Transportation 


Closures, Connections, Hardware, Sign 
Exhibiting and Furniture 


Static Structure, Supports and Furniture 
Aeronautics, Agriculture, Plant and Animal 
Husbandry, Weaponry, Nuclear Systems and 
License & Review 

Material Handling 


Computerized Vehicle Controls and Navigation 
Radio Wave and Acoustic Wave Communication 


Wells, Earth Boring/Moving/Working, 
Excavating, Mining Harvesters, Bridges, Roads 
and Petroleum 

Machine Elements and Power Transmission 
MECHANICAL ENGINEERING, 
MANUFACTURING, 

PRODUCTS & DESIGNS 


Amusement and Education Devices 


Packages & Containers, Manufacturing Devices 
& Processes, Machine Tools & Hand Tools 


Medical Instruments, Diagnostic Equipment, 
Treatment Devices, Surgery, Surgical Supplies 


Thermal & Combustion Technology, Motive & 
Fluid Power Systems 


FAX 308-5401 
308-5355 


Stewart J. Levy 
Rolf G. Hille 
Howard N. Goldberg 
Janice A. Falcone 


Al Lawrence Smith 
John F. Terapane, Jr. 
Gerald Goldberg 


FAX 306-4597 
306-4598 
308-2177 


Ethel Rollins-Cross 
John E. Kittle 
Richard A. Bertsch 


FAX 305-3579 
308-2742 
308-4741 


308-0658 
306-343 1/2 
306-343 1/2 

308-0530 


308-1020 
306-4180 
308-1134 


308-1078 
308-0193 
308-0975 
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TECHNOLOGY CENTERS 


DIRECTORS 





3750 Fluid Handing and Dispensing 


3760 Body Treatment, Kinestheraphy, and Exercising 


2900 Designs 





(13) Identifying Application Correspondence 


With Issue Batch Number 


Applicants or their attorney or agent can facilitate matching 
incoming papers with the corresponding application file by indi- 
cating the Issue Batch Number on all papers filed in the Office after 
receiving the Notice of Allowance and before the time the Issue 
Fee Receipt is received. 


The Issue Batch Number is printed on the Notice of Allowance 
form in Box 4 in the lower left-hand corner below the address. The 
Issue Batch Number consists of a capital letter followed by two 
digits, for example; “A03,” “D18,” “F42,” “J79.” Any lower case 
letters before the Issue Batch Number should be ignored since they 
are the typist’s initials. Use of the Issue Batch Numbers is 
important since the allowed applications are filed by these num- 
bers. 


Any paper filed after receiving the Issue Fee Receipt should 
include the indicated patent number rather than the Issue Batch 
Number. At this time in the processing, the Issue Batch Number is 
no longer useful since the application has been removed from the 
batch at the time the patent number was assigned. 

Jan. 16, 1976 RICHARD J. SHAKMAN 

Assistant Commissioner 

for Administration 


(943 O.G. 519} 





(14) Post Card Receipt Reminder 

Applicants and the agents are reminded of the provision in 
Section 717.01(a) (now Section 503) of the Manual of Patent 
Examining Procedure relating to the use of post cards as “receipts” 
of papers filed in the Patent Office. 

If a receipt for any paper filed in the Patent Office is desired, it 
may be had by enclosing with the paper a self-addressed post card 
identifying the paper. The Patent Office will stamp the receipt date 
on the card and place it in the outgoing mail. 

The identifying data on the card should be so complete as to 
match the paper with the application or other document to which 
it is to be associated. For example, the document should be 
identified by the applicant’s name(s), Serial No., filing date, appeal 
number, interference number, etc., and the paper should be 
identified by specifying the type thereof, viz, affidavit, amendment, 
appeal, application papers, brief, drawings, fees, motions, supple- 
mental oath or declaration, petition, etc. 

When papers for more than one document are filed under a 
single cover a return post card should be attached to the paper for 
each document for which a receipt is desired. 


Nov. 21, 1968 RICHARD A. WAHL 


Assistant Commissioner 


[857 O.G. 667] 





(15) Acknowledgement of Receipt of a Patent 


or Trademark Application 


When early notification of the serial number of newly filed 
application papers is desired, a stamped, self-addressed post card 
should be submitted with each application. Immediately after the 


mail has been opened in the Patent and Trademark Office, the post 
card will be stamped with both the receipt date and the serial 
number, and then returned to the addressee. 

Within recent months, hundreds of cards could not be success- 
fully returned because of insufficient postage or incomplete or 
nonexistent forwarding addresses. Accurate and complete ad- 
dresses, including ZIP codes, are necessary to ensure prompt 
acknowledgement of the receipt of patent and trademark applica- 
tions. 

To assist in easy identification once the post card has been 
returned, it is suggested that the post card include applicant's 
names and title of invention. 

When more than one set of application papers is filed under one 
cover, a return post card should be attached to each set of papers 
for which a receipt is desired. 
July 19, 1982 THERESA A. BRELSFORD 
Acting Assistant Commissioner 

for Administration 


{1021 O.G. 96] 





(16) Treatment of Correspondence Deposited as 
First Class Mail Pursuant to 37 CFR 1.8 and 


Returned by the U.S. Postal Service 


Due to heightened security concerns, effective September 1, 
1996, the United States Postal Service (USPS) is requiring that all 
domestic first-class mail, bearing stamps and weighing sixteen 
ounces, or more, be presented to a retail clerk at a USPS office. All 
such mail that is not presented to a retail clerk at a USPS office 
(e.g., placed in a mailbox) will be returned by the USPS. The 
USPS has posted notice of this requirement on mailboxes. The 
“Express Mail” service of the USPS is not affected. 

37 CFR 1.8 provides that certain correspondence will be 
considered timely filed by the Patent and Trademark Office (PTO) 
if, among other things, it is deposited with the USPS by the due 
date, and includes a certificate of mailing that sets forth the date 
the person signing the certificate reasonably expected the corre- 
spondence to be mailed. Correspondence must be deposited with 
the USPS as first class mail in compliance with any and all 
applicable requirements of the USPS to be considered “[dJeposited 
with the U.S. Postal service” within the meaning of 37 CFR 
1.8(a)(1)(i(A). Correspondence presented to the USPS in a 
manner that does not comply with the applicable requirements of 
the USPS is not “[dJeposited with the U.S. Postal service” within 
the meaning of 37 CFR 1.8(a)(1)(i)(A) and is not entitled to any 
benefit under 37 CFR 1.8. 

To alleviate hardships caused by this change in USr’S require- 
ments, the PTO will treat correspondence returned by the USPS 
because of its size as “[djeposited with the U.S. Postal service” 
within the meaning of 37 CFR 1.8(a)(1)(iA), so long as the 
correspondence was otherwise originally deposited with the USPS 
in compliance with 37 CFR 1.8(a)(1)(i) on or before December 1, 
1996. Returned mailed that is either resubmitted to the USPS for 
delivery, or hand-delivered to the PTO, will be stamped by the 
PTO with the actual date of receipt in the PTO. The correspon- 
dence will, however, be accorded the benefit of any certificate of 
mailing under 37 CFR 1.8. 

Correspondence mailed after December |, 1996, and returned 
by the USPS as not mailed in compliance with USPS requirements 
concerning mail weighing sixteen ounces or more will not be 
entitled to any benefit under 37 CFR 1.8. 

Because this change in USPS requirements does not affect the 
“Express Mail” service of the USPS, it does not affect correspon- 
dence filed in compliance with 37 CFR 1.10. Persons filing 
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correspondence in a manner other than by the procedures set forth 
in 37 CFR 1.8 or 1.10 do so at their own risk. 
Questions concerning this notice should be directed to Senior 
Legal Advisor Robert W. Bahr at (703) 305-9285. 
October 10, 1996 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1192 OG 43] 





(17) Waiver of Certificate of Mailing 
Requirement Under 37 CFR 1.10 


The Patent and Trademark Office (PTO) will propose to amend 
37 CFR 1.10, regarding the “Filing of papers and fees by ‘Express 
Mail’ with certificate” by, among other things, deleting the 
requirement for a “Certificate of Mailing by Express Mail” 
currently necessary to obtain the benefit of the date of deposit with 
the United States Postal Service (U.S.P.S.) as the filing date of the 
paper. 


Background of 37 CFR 1.10 and Rationale for Amendment 


35 U.S.C. § 21 authorizes the Commissioner “by rule [to] 
prescribe that any paper or fee required to be filed in the Patent and 
Trademark Office will be considered filed in the Office on the date 
on which it was deposited with the United States Postal Service.” 
37 CFR 1.10 was promulgated to implement this provision. 


Pursuant to 37 CFR 1.6, papers are stamped with the date of 
receipt in the PTO. An exception is made for papers filed in 
accordance with 37 CFR 1.10, which provides for the filing of 
papers and fees by Express Mail with a certificate. However, in 
order to claim the benefits of 37 CFR 1.10, a party must comply 
with its specific requirements that the papers have the number of 
the Express Mail label placed thereon prior to mailing, be properly 
addressed to the PTO (see “Change of Address For Trademark 
Applications and Trademark Related Papers,” 1163 TMOG 80 
(June 28, 1994), which waived 37 CFR 1.10 to the extent that 
certain trademark related papers could be addressed to the Assis- 
tant Commissioner for Trademarks, 2900 Crystal Drive, Arlington, 
Va. 22202-3513; and “Change of Address For Patent Applications 
and Patent Related Papers,” 1173 OG 13 (April 4, 1995), which 
waived 37 CFR 1.10 to the extent that patent related papers could 
be addressed to the Assistant Commissioner for Patents, Washing- 
ton, D.C. 20231 ), and include a Certificate of Mailing by Express 
Mail which states the date of mailing and is signed by the person 
mailing the papers. 


37 CFR 1.10 was promulgated in response to concerns that mail 
service was sometimes subject to delay and, except for hand- 
delivery, that there was no way to ensure the timely filing of 
time-critical documents with the PTO. “Express Mail” was chosen 
because, among other things, a person other than the filer, that is 
a disinterested third party working for the U.S.P.S., enters the date 
of deposit on the Express Mail label. 


Under the current rule, the filer is required to include a 
Certificate of Mailing by Express Mail, certifying the date of 
deposit as Express Mail. Some papers filed with the PTO, although 
deposited as Express Mail with the U.S.P.S., have been denied the 
filing date of the date of deposit as Express Mail because the 
required Certificate of Mailing by Express Mail was omitted or 
deficient. The lost filing date for a significant number of these 
papers has resulted in the loss of substantive rights. For example, 
a trademark registration may be canceled if the required affidavit 
of continued use or excusable non-use is not filed by the end of the 
sixth year of registration. 15 U.S.C. § 1058. 


In light of the problematic nature of the requirement for a 
Certificate of Mailing by Express Mail and its apparent redun- 
dancy in purpose, inasmuch as the date of deposit has already been 
entered by a disinterested third party, the PTO will propose to 
delete this requirement from 37 CFR 1.10. 


U.S. PATENT AND TRADEMARK OFFICE 
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This notice applies only to correspondence actually received 
(not to papers lost or misplaced by the U.S.P.S.) at the PTO via 
Express Mail Post Office to Addressee service where there is a 
clear indication of the “date in” on the Express Mail label by the 
U.S.P.S. Filers are encouraged to continue the practice of placing 
a Certificate of Mailing by Express Mail on papers filed in the PTO 
by Express Mail since, in some cases, the certificate may provide 
useful evidence. 


Interim Waiver of 37 CFR 1.10 for Documents Filed without 
Certificate of Express Mail 


Because a significant period of time will elapse before any final 
rule change can be promulgated, and because there appears to be 
no harmful consequence to any party, effective as of the publica- 
tion date of this notice, the PTO will, sua sponte, waive 37 CFR 
1.10 to the extent of granting a filing date as of the “date in” 
entered on the Express Mail label by the U.S.P.S. employee (unless 
the “date in” is a Saturday, Sunday or Federal holiday within the 
District of Columbia; see § 1.6(a)) for all papers actually received 
at the PTO via Express Mail, regardless of whether the require- 
ment for a Certificate of Mailing by Express Mail has been met 
provided all other requirements of 37 CFR 1.10 are met. 


For all papers filed prior to the date of this notice, which were 
not in compliance with the Certificate of Mailing by Express Mail 
requirements under 37 CFR 1.10, a petition to the Commissioner 
will be required to request that the date of deposit as shown by the 
“date in” entered on the Express Mail label be accorded as the 
filing date of the paper. The petition should include a copy of the 
Express Mail label showing the “date in” entered by the U.S.P.S. 
employee and a declaration attesting to the contents of the 
envelope to which the Express Mail label was attached. See 37 
CFR 1.183 or 2.146. 


Summary 


In summary, the PTO is waiving, sua sponte, the requirement of 
37 CFR 1.10 for a Certificate of Mailing by Express Mail and will 
propose to amend 37 CFR 1.10 to delete the requirement for a 
Certificate of Mailing by Express Mail. This waiver becomes 
effective upon the publication of this notice. For all documents 
filed by Express Mail prior to this notice, but not in compliance 
with the Certificate of Mailing by Express Mail requirement, a 
petition to the Commissioner under either 37 CFR 1.183 or 2.146 
must be filed to request that the date of deposit as shown by the 
“date in” entered on the Express Mail label be accorded as the 
filing date of the paper. 


PHILIP G. HAMPTON, Ii 
Assistant Commissioner 
for Trademarks 


EDWARD R. KAZENSKE 
Deputy Assistant Commissioner 
for Patents 


{1174 OG 92] 





(18) Information in Oath/Declaration Necessary to 
Identify the S tion for an 
Application filed under 35 USC 111 in 
Accordance with 37 CFR 1.63 


This notice supersedes the previous notice published at 1035 
Off. Gaz. Pat. Office 3 on September 12, 1983, and is intended to 
make it easier for an applicant(s) to comply with the identification 
requirement of 37 CFR 1.63. 

37 CFR 1.63 requires that an oath or declaration identify the 
specification to which it is directed. The declaration form sug- 
gested by the Office includes spaces for filling in the names of the 
inventors, title of invention, application number, filing date, 
foreign priority application information and United States priority 
application information. While this information should be pro- 
vided, it is not essential that all of these spaces be filled in order 
to adequately identify the specification in compliance with 37 CFR 
1.63(a)(2). 
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The following combinations of information supplied in an oath 
or declaration filed on the application filing date with a specifica- 
tion are acceptable as minimums for identifying a specification and 
compliance with any one of the items below will be accepted as 
complying with the identification requirement of 37 CFR 1.63: 


(1) name of inventor(s), and reference to an attached specifica- 
tion which is both attached to the oath or declaration at the time of 
execution and submitted with the oath or declaration on filing; 

(2) name of inventor(s), and attorney docket number which was 
on the specification as filed; or 

(3) name of inventor(s), and title which was on the specification 
as filed. 


Filing dates are now granted on applications filed without an 
oath or declaration in compliance with 37 CFR 1.63, the oath or 
declaration being filed later with a surcharge. The following 
combinations of information supplied in an oath or declaration 
filed after the filing date are acceptable as minimums for identi- 
fying a specification and compliance with any one of the items 
below will be accepted as complying with the identification 
requirement of 37 CFR 1.63: 

(1) name of inventor(s), and application number (consisting of 
the series code and the serial number; e.g.,08/123,456); 

(2) name of inventor(s), serial number and filing date; 

(3) name of inventor(s) and attorney docket number which was 
on the specification as filed; 

(4) name of inventor(s), title which was on the specification as 
filed and filing date; 

(5) name of inventor(s), title which was on the specification as 
filed and reference to an attached specification which is both 
attached to the oath or declaration at the time of execution and 
submitted with the oath or declaration; or 

(6) name of inventor(s), title which was on the specification as 
filed and accompanied by a cover letter accurately identifying the 
application for which it was intended by either the application 
number (consisting of the series code and the serial number; 
e.g.,08/123,456), or serial number and filing date. Absent any 
statement(s) to the contrary, it will be presumed that the applica- 
tion filed in the PTO is the application which the inventor(s) 
executed by signing the oath or declaration. 

Any specification that is filed attached to an oath or declaration 
on a date later than the application filing date will not be compared 
with the specification submitted on filing. Absent any statement(s) 
to the contrary, the “attached” specification will be presumed to be 
a copy of the specification and any amendments thereto which 
were filed in the Office in order to obtain a filing date for the 
application. 

Any variance from the above guidelines will only be considered 
upon the filing of a petition for waiver of the rules under 37 CFR 
1.183 accompanied by a petition fee (37 CFR 1.17(h)). 

Further, an oath or declaration attached to a cover letter 
referencing an incorrect application may not become associated 
with the correct application and, therefore, could result in the 
abandonment of the correct application. 

Supplemental oaths or declarations in accordance with 37 CFR 
1.67 will be required in applications in which the oaths or 
declarations are not in compliance with the other requirements of 
37 CFR 1.63 but contain sufficient information to identify the 
specifications to which they apply as detailed above. 

A copy, such as a photocopy or facsimile transmission, of an 
originally executed oath or declaration is acceptable and may be 
filed. In the event that a copy of the original is filed, the original 
should be retained as evidence of authenticity. If a question of 
authenticity arises, the Patent and Trademark Office may require 
submission of the original. See 37 CFR 1.4(d)(2). 

See MPEP § 1896 for the identification requirements for a 
declaration filed in a U.S. national stage application filed under 35 
USC 371. 

These changes will appear in MPEP § 601.01 in the next 
revision of the Manual. 


July 13, 1995 STEPHIN G. KUNIN 
Deputy Assistant Commissioner 


for Patent Policy and Projects 


[1177 OG 60] 
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(19) Handling of Status Inquiries 


This notice is intended to supplement the discussion set forth in 
the Official Gazette Notice published at 893 Official Gazette 810 
entitled “Status Inquires” (Dec. 21, 1971). 


It has come to the attention of the Patent and Trademark Office 
(PTO) that its employees may have improperly released confiden- 
tial information concerning pending applications. Specifically, 
issue date and patent number information assigned to pending 
applications may have been improperly released. 


No information concerning pending or abandoned patent appli- 
cations (except reissue applications and reexamination proceed- 
ings) may be given to the public by the PTO without the 
authorization of the applicant or the assignee or attorney or agent 
of record. 35 USC § 122 and 37 CFR § 1.14. Other exceptions are 
specified at 37 CFR § 1.14. 


However, PTO employees will release information on the status 
of patent applications to the applicant or assignee or attorney or 
agent of record if the identity of the requestor can be adequately 
verified as set forth below. 


Telephonic status inquiries should continue to be directed to the 
PTO clerical personnel. The PTO clerical personnel will obtain the 
caller’s full name, the application serial number and the caller’s 
telephone number. The PTO clerical personnel will ask the caller 
if there is an attorney or agent of record. 


If there is an attorney or agent of record, the PTO clerical 
personnel will ask for his/her registration number. If the registra- 
tion number is not known, the PTO clerical personnel will ask for 
the name of the attorney or agent of record. The PTO clerical 
personnel will inform the caller that an attorney or agent of record 
will be called after verification of his/her identity and that the 
requested status information concerning the application will be 
released to that attorney or agent. 


If there is no attorney or agent of record, the PTO clerical 
personnel will ask the caller why he/she is entitled to information 
concerning the application. If the caller identifies himself/Herself 
as an applicant or an authorized representative of the assignee of 
record, the PTO clerical personnel will ask for the correspondence 
address of record. Then, the PTO clerical personnel will inform 
caller that his/her association with the application must be verified 
before any information concerning the application can be released, 
and that he/she will be called back. If the caller indicates that 
he/she is not an applicant or an authorized representative of the 
assignee of record, the PTO clerical personnel will inform caller 
that no information concerning that application will be released. 


The PTO clerical personnel will then verify the identity of any 
caller claiming to be associated with the application by checking 
the Patent Application Locating and Monitoring (PALM) system 
or the application file. 


If an attorney or agent is of record in the application, the PTO 
clerical personnel will release the status information concerning 
the application by calling the attorney’s or agent’s telephone 
number obtained from PALM or the application file. 


If the applicant or an authorized representative of the assignee 
of record requests information, and there is no attorney or agent of 
record and the correspondence of record has been verified, the 
PTO clerical personnel will release the status information to the 
caller using the telephone number given by the caller. If the 
caller’s association with the application cannot be verified, no 
information concerning the application will be released. However, 
the caller should be informed that the caller’s association with the 
application could not be verified. 

In handling an in-person status request, PTO clerical personnel 
will ask the requester to wait while verifying their identification as 
set forth above. 
May 14, 1990 HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 

of Patents and Trademarks 


[1115 OG. 17) 








—_ * we 


=a 7 UT Se 


at 


er 


ny 
ng 


ng 
ne 


lee 

of 
the 
the 
the 


er, 
the 


nel 
| as 





Fesruary 20, 2001 


(20) Patent Assistance Center 


In an effort to support the reengineering of the patent process at 
the Patent and Trademark Office (PTO) (see Official Gazette 
Notice entitled “Reengineering the Patent Process” at 1187 Off 
Gaz. Pat. Office 37 (June 11, 1996)), the PTO is piloting a Patent 
Assistance Center to provide enhanced telephone service to patent 
customers. This pilot is the PTO’s first step toward providing a 
“one-stop service.” During the pilot, the Patent Assistance Center 
will be housed within the current General Information Services 
Division (GISD) located in Crystal Plaza 3, Room 2C02. Ques- 
tions and inquires regarding technical assistance on patent appli- 
cations that are beyond the scope/purview of the General Infor- 
mation Services Division will be answered by the Patent 
Assistance Center. Questions specific to a pending patent applica- 
tion will be directed to the assigned examiner. The Patent 
Assistance Center will be staffed by a highly qualified, experi- 
enced, and customer friendly personnel. Customers may contact 
the Patent Assistance Center from 8:30 a.m. to 5:00 p.m. EST by 
dialing GISD at 1-800 PTO-9199 or (703) 308-HELP. 

The Patent Assistance Center will utilize a state-of-the-art 
telecommunications/PC integration system. This system will be 
used to gather data on customers’ most frequently asked questions. 
These questions will be analyzed and an informational database 
will be developed to quickly provide answers. Customer Feedback 
Cards will be randomly sent to callers requesting feedback on their 
satisfaction with the products and services received. 


Point of Contact for this Notice: 


Name: Stuart S. Levy 
Telephone Number: (703) 308-1295 
Fax Number: (703) 305-3594 





June 6, 1996 FRED SCHMIDT, Director 
Office of Strategic Planning and 
Patent Reengineering 
[1188 OG 124] 
(21) Federal Government Holidays, 1996 


Monday, January | 
Monday, January 15 
Monday, February 19 
Monday, May 27 
Thursday, July 4 
Monday, September 2 
Monday, October 14 
Monday, November 11 
Thursday, November 28 
Wednesday, December 25 


New Year’s Day 

Martin Luther King, Jr.’s Birthday 
Presidents’ Day 

Memorial Day 

Independence Day 

Labor Day 

Columbus Day 

Veterans’ Day 

Thanksgiving Day 

Christmas Day 


{1184 OG 108] 





(22) Closing of Patent and Trademark Office 
on Monday, Jan. 26, 1987 


In view of the official closing of the Federal and District of 
Columbia government offices in the Washington, D.C. metropoli- 
tan area, including the Patent and Trademark Office, on Jan. 26, 
1987, the Patent and Trademark Office will consider Jan. 26, 1987, 
a “federal holiday within the District of Columbia” under 35 
U.S.C. § 21. Any action or fee due that day will be considered as 
timely for the purpose of, e.g., 35 U.S.C. §§ 119, 133 and 151, if 
the action is taken, or fee paid, on Jan. 27, 1987. 

Jan. 28, 1987 DONALD W. PETERSON 

Acting Assistant Secretary 
and Commissioner of Patents 

and Trademarks 


(1075 OG 29} 
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(23) Closing of Patent and Trademark Office 
on Monday, Feb. 23, 1987 


In view of the official closing of the Federal and District of 
Columbia government offices in the Washington, D.C. metropoli- 
tan area, including the Patent and Trademark Office, on Feb. 23, 
1987, the Patent and Trademark Office will consider Feb. 23, 1987, 
a “federal holiday within the District of Columbia” under 35 
U.S.C. 21. Any action or fee due that day will be considered as 
timely for the purposes of, e.g., 35 U.S.C. 119, 133 and 151, if the 
action is taken, or fee paid, on Feb. 24, 1987. 

Feb. 27, 1987 DONALD J. QUIGG 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks 


[1098 OG 548] 





(24) Closing of the Patent and Trademark Office 
on Friday, Jan. 20, 1989 


In view of the fact that Federal and District of Columbia 
government offices in Washington, D.C. metropolitan area, includ- 
ing the Patent and Trademark Office were officially closed on Jan. 
20, 1989, the Patent and Trademark Office will consider Jan. 20, 
1989, a “holiday within the District of Columbia” under 35 U.S.C. 
21. Any action or fee due that day will be considered as timely for 
the purposes of e.g. 35 U.S.C. §§ 119, 133 and 151, if the action 
is taken, or fee paid, on Jan. 23, 1989. Papers deposited in U.S. 
Department of Commerce District Offices on Jan. 20, 1989, will 
similarly be considered timely for the purposes of 35 U.S.C. §§ 
119, 133 and 151. 





Jan. 6, 1989 DONALD J. QUIGG 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks 
[1098 OG 548] 
(25) Closing of Patent and Trademark Office 


on Thursday, January 20, 1994 
and Friday, February 11, 1994 


In view of the official closing of the Federal and District of 
Columbia government offices in the Washington, D.C. metropoli- 
tan area, including the Patent and Trademark Office, on January 
20, 1994 and February 11, 1994, the Patent and Trademark Office 
will consider each of those days a “federal holiday within the 
District of Columbia” under 35 U.S.C. § 21. Any action or fee due 
on either of those days will be considered as timely for the purpose 
of, e.g., 35 U.S.C. §§ 119, 133 and 151, if the action is taken, or 
fee paid, on the next succeeding business day on which the Patent 
and Trademark Office was open (i.e., Friday, January 21, 1994, and 
Monday, February 14, 1994, respectively). 
March 10, 1994 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1161 OG 12] 





(26) Closing of the Patent and Trademark Office on 
Wednesday, April 27, 1994 


In view of the fact that Federal government offices in the 
Washington, D.C. metropolitan area, including the Patent and 
Trademark Office, were officially closed on April 27, 1994, the day 
proclaimed by President Clinton as a National Day of Mourning, 
the Patent and Trademark Office will consider April 27, 1994 a 
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“holiday within the District of Columbia” under 35 U.S.C. § 21. 
Any action or fee due that day will be considered as timely for the 
purposes of e.g., 35 U.S.C. §§ 119, 133 and 151, if the action is 
taken, or fee paid, on April 28, 1994. 
May 2, 1994 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1162 OG 104} 





(27) Closing of the Patent and Trademark Office 
on Monday, January 8, 1996 through 


Wednesday, January 10, 1996 


In view of the official closing of the Federal government offices 
in the Washington, D.C. metropolitan area, including the Patent 
and Trademark Office, on Monday, January 8, 1996 through 
Wednesday, January 10, 1996, the Patent and Trademark Office 
will consider each of those days, a “federal holiday within the 
District of Columbia” under 35 U.S.C. § 21 and 37 C.ER. §§ 1.6, 
1.7 and 1.10. Any action or fee due on any of those days will be 
considered as being timely filed if the action is taken, or the fee 
paid, on the next succeeding business day on which the Patent and 
Trademark Office was open, that is, Thursday, January 11, 1996. 
January 24, 1996 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1183 OG 59] 





(28) Closing of the Patent and Trademark Office 


on Friday, January 12, 1996 


In view of the official closing of the Federal government offices 
in the Washington, D.C. metropolitan area, including the Patent 
and Trademark Office, on Friday, January 12, 1996, the Patent and 
Trademark Office will consider January 12, 1996, a “federal 
holiday within the District of Columbia” under 35 U.S.C. § 21 and 
37 C.E.R. §§ 1.6, 1.7 and 1.10. Any action or fee due on that day 
will be considered as being timely filed if the action is taken, or the 
fee paid, on the next succeeding business day on which the Patent 
and Trademark Office was open, that is, Tuesday, January 16, 1996 
(Monday, January 15, 1996, was a federal holiday, Martin Luther 
King, Jr’s. Birthday). 
January 24, 1996 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1183 OG 60] 





(29) Closing of the Patent and Trademark Office 


on Friday, December 26, 1997 


In view of the official closing of the Federal government offices, 
including the Patent and Trademark Office, on Friday, December 
26, 1997, by Executive order of the President, the Patent and 
Trademark Office will consider December 26, 1997, as a “Federal 
holiday within the District of Columbia” under 35 U.S.C. § 21 and 
37 C.ER. §§ 1.6, 1.7 and 1.9. Any action or fee due on that day 
will be considered as timely for the purposes of, e.g., 35 U.S.C. §§ 
119, 120, 133 and 151, if the action is taken, or the fee paid, on the 
next succeeding business day on which the Patent and Trademark 
Office is open, that is, Monday, December 29, 1997. 

37 C.FR. § 1.6(a)(2) provides that correspondence deposited as 
Express Mail in accordance with 37 C.FR. § 1.10 will be 
considered filed on the date of its deposit. This will occur even 
though the date of deposit date is a Saturday, Sunday or Federal 
holiday within the District of Columbia. 


OFFICIAL GAZETTE 


Fesruary 20, 2001 


Information regarding whether or not the Office is officially 
closed on any particular day may be obtained by calling 1-800- 
786-9199 or 703-308-4357. 
December 18, 1997 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1206 OG 650] 





(30) Closing of the Patent and Trademark Office 


on Tuesday January 25, 2000, and 
Wednesday, January 26, 2000 


In view of the official closing of Federal Government offices in 
the Washington, D.C. metropolitan area, including the Patent and 
Trademark Office, on Tuesday, January 25, 2000, and Wednesday, 
January 26, 2000, the Patent and Trademark Office will consider 
each of those days, a “Federal holiday within the District of 
Columbia” under 35 U.S.C. § 21 and 37 C.F.R. §§ 1.6, 1.7 and 1.9. 
Any action or fee due on those days will be considered as timely 
for the purposes of, e.g., 35 U.S.C. 119, 120, 133 and 151, if the 
action is taken, or the fee paid, on the next succeeding business 
day on which the Patent and Trademark Office was open, that is, 
Thursday, January 27, 2000. 


37 CER. §§ 1.6(a)(2) and (4) provide that correspondence 
deposited as Express Mail in accordance with 37 C.F.R. § 1.10, 
and trademark-related correspondence transmitted electronically, 
will be considered filed on the date of deposit with the United 
States Postal Service, or the date the PTO receives the electronic 
transmission, respectively. Thus, any paper or fee properly depos- 
ited as Express Mail on January 25, 2000, or January 26, 2000, in 
accordance with 37 C.F.R. § 1.10 (that is, shown by a “date-in” of 
January 25, 2000, or January 26, 2000, on the Express Mail 
mailing label), or trademark-related correspondence transmitted 
electronically on either January 25, 2000, or January 26, 2000, will 
be considered filed on its respective date of deposit in Express 
Mail, or receipt of the electronic transmission. 

January 27, 2000 CLARENCE C. CRAWFORD for 
Q. TODD DICKINSON 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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(31) Filing of Papers During Unscheduled Closings 


of the Patent and Trademark Office 


When the Patent and Trademark Office is officially closed by 
Executive Order of the President or by the Office of Personnel 
Management for an entire day because of some unscheduled event, 
such as adverse weather conditions, the Patent and Trademark 
Office will consider that day as a “federal holiday within the 
District of Columbia” under 35 U.S.C. § 21. Any action or fee due 
that day will be considered as timely for the purposes of, e.g., 35 
U.S.C. §§ 119, 133 and 151, if the action is taken, or fee paid, on 
the next succeeding business day on which the Patent and 
Trademark Office is open. 

When the Patent and Trademark Office is open for business 
during any part of a business day between 8:30 a.m. and 5:00 p.m., 
papers are due on that day even though the Office may be officially 
closed for some period of time during the business day because of 
an unscheduled event. The procedures of 37 CFR 1.8 or 1.10 may 
be used, as appropriate, for the filing of papers. On any day the 
Office is open for at least part of the day, papers may also be 
deposited up to midnight in any boxes which are provided by the 
Patent and Trademark Office under 37 CFR 1.6(c). 
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Information regarding whether or not the Office is officially 
closed on any particular day may be obtained by calling (703)- 
557-INFO. 
Nov. 18, 1988 DONALD J. QUIGG 

Assistant Secretary and 
Commissioner of Patents and 
Trademarks 
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(32) Iraqi Sanctions Regulations 

On January 18, 1991, the Department of the Treasury, Office of 
Foreign Assets Control (OFAC), published the Iraqi Sanctions 
Regulations (Regulations) (31 CFR Part 575). 56 Fed. Reg. 2112. 
The regulations implement Executive Orders 12722 (August 2, 
1990) and 12724 (August 9, 1990) relating to certain property and 
transactions in which the Government of Iraq and persons in Iraq 
may have an interest. 

it appears that the provisions of the Executive Orders and 
Regulations prohibit transactions relating to the filing or prosecu- 
tion of applications for patents or for registration of trademarks, 
where an Iraqi interest is involved. The prohibited transactions, 
however, may be authorized by a specific license issued pursuant 
to the proceedures described in Section 575.801 of Subpart H of 
the Regulations. 

This notice is intended to alert practitioners and applicants to the 
prohibitions which may apply to matters before the Patent and 
Trademark Office, (PTO) if Iraqi interests are involved. This notice 
is further intended to advise that where such interests or potential 
interests come to the attention of the PTO, an appropriate specific 
license from OFAC may be required. 
Jan. 29, 1991 HARRY F. MANBECK, Jr. 

Commissioner of Patents 

and Trademarks 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
RIN 0651-AB02 


Official Insignia of Native American Tribes; 
Statutorily Required Study 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Request for comments. 


SUMMARY: On October 30. 1998, President Clinton signed 
Public Law 105-330. This law requires that the Patent and 
Trademark Office (PTO) study a variety of issues surrounding 
trademark protection for the official insignia of federally and/or 
state recognized Native American tribes. The new law requires that 
the Commissioner of Patents and Trademarks (Commissioner) 
complete the study and submit a report, including the findings and 
conclusions, to the chairmen of the Committee on the Judiciary of 
the Senate and the Committee on the Judiciary of the House of 
Representatives, not later than September 30, 1999. This notice 
requests input that will help the PTO make an initial determination 
of how best to conduct the study, where public hearings should be 
held, and who should be consulted during the study process. 


DATES: To ensure consideration, comments must be received no 
later than 45 DAYS FROM THE DATE OF PUBLICATION IN 
THE FEDERAL REGISTER. 


ADDRESSES: Comments must be submitted to: Eleanor K. 
Meltzer, Attorney-Advisor, Office of Legislative and International 
Affairs; U.S. Patent and Trademark Office; 2121 Crystal Drive, 
Suite 902; Arlington, VA 22202. Comments may also be submitted 
bv e-mail to: NAFedRegNotice@USPTO.GOV. 


U.S. PATENT AND TRADEMARK OFFICE 
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FOR FURTHER INFORMATION CONTACT: Eleanor K. 
Meltzer; Telephone: 703-306-2960; E-mail: eleanor.meltzerusp- 
to.gov; facsimile transmission: 703-305-8885. P.L. 105-330 may 
be viewed via the Library of Congress website at: thomas.loc.gov. 


SUPPLEMENTARY INFORMATION: Members of Congress 
have received complaints regarding the lack of adequate protection 
for the official insignia of Native American tribes. Title [II of P-L. 
105-330 requires the PTO to study how such official insignia may 
better be protected under trademark law. As an initial step to 
completing the mandated study, through this Notice the PTO 
would like comments on: (1) how best to conduct the study; (2) 
where public hearings should be held; and (3) who should be 
consulted during the study process. 


Issues to be Addressed by the Study 


The final study must address a variety of issues, including the 
impact of any changes on the international legal obligations of the 
United States, the definition of “official insignia” of a federally 
and/or state recognized Native American tribe, and the adminis- 
trative feasibility, including the cost, of changing current law or 
policy in light of any recommendations. To help in answering 
items 1-3 above, the following issues are raised. They are provided 
for informational purposes only. Another Federal Register notice 
will be published in 1999 specifically requesting answers to the 
following questions. 


* Definition of “Official Insignia” - How should the PTO define 
“official insignia” of a federally or state recognized Native 
American tribe? 


* Establishing and Maintaining a List of Official Insignia - How 
should the PTO establish a list of the official insignia of federally 
and/or state recognized Native American tribes? How should the 
PTO maintain such a list? 


* Impact of Changes In Current Law or Policy - How would any 
change in law or policy with respect to prohibiting the Federal 
registration of trademarks identical to the official insignia of 
Native American tribes, or of prohibiting any new use of the 
official insignia of Native American tribes, affect Native American 
tribes? How would such changes affect trademark owners? How 
would such changes affect the Patent and Trademark Oflice? How 
would such changes affect any other interested party? What impact 
would any such changes have on the international legal obligations 
of the United States? 


* Impact of Prohibition on Federal Registration & New Uses of 
Official Insignia - How would prohibiting Federal registration of 
trademarks identical to the official insignia of Native American 
tribes affect any/all of the above-mentioned entities? How would 
prohibiting any new use of the official insignia of Native American 
tribes affect any/all of the above-mentioned entities? What effect 
would such prohibitions have on the international legal obligations 
of the United States? What defenses, including fair use, might be 
raised against any claims of infringement? 


* Administrative Feasibility - What is the administrative feasi- 
bility, including the cost, of changing the current law or policy, to 
prohibit the registration? What is the administrative feasibility, 
including the cost, of prohibiting any new uses of the official 
insignia of state or federally recognized Native American tribes? 
What is the administrative feasibility, including the cost, of 
otherwise providing additional protection to the official insignia of 
federally and state recognized Native American tribes? 


* Timing of Changes in Protection - Should changes in the scope 
of protection for official tribal insignia be offered prospectively? 
Retrospectively? What is the impact of such protection? 


* Statutory Requirements - What statutory changes would be 
necessary in order to provide such protection? 


* Other Relevant Factors - What other factors, not mentioned 
above, are relevant to this issue? 
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Request for Public Comment 


The Commissioner has identified the following topics for which 
public comment is currently requested: 


1. Best Method of Obtaining Public Comments 


What is the best way to obtain public comments? Should the PTO 
conduct public hearings in order to obtain comments? 


2. Site of Public Hearings 


If public hearings are desirable, where should these hearings be 
conducted? If suggesting sites for public hearings, please explain 
the benefits, particularly in terms of reaching a relevant audience. 


3. Persons/Organizations to Consult 


Who should be consulted in order to effectively study the impact 
of changes in trademark protection for the official insignia of 
Native American tribes? Why? 


Persons interested in commenting on the issues outlined above, or 
any other topics related to the official insignia of Native American 
tribes, should submit their comments in writing to the above 
address. It is emphasized that, right now, the PTO is only 
requesting comments on Questions 1, 2, and 3 above. All 
comments received in response to this notice will become part of 
the public record and will be available for inspection and copying 
at Suite 902Q, Crystal Park 2, 2121 Crystal Drive, Arlington, 

Virginia. 
December 22, 1998 Q. TODD DICKINSON 
Deputy Assistant Secretary of 
Commerce and Deputy Commissioner of 
Patents and Trademarks 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
RIN 0651-AB02 
Official Insignia of Native American Tribes; 
Statutorily Required Study 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice of hearings. 


SUMMARY: Public Law 105-330 requires that the Patent and 
Trademark Office (PTO) study a variety of issues surrounding 
trademark protection for the official insignia of federally and/or 
State recognized Native American Tribes. This notice invites 
interested members of the public to testify at hearings on any of 
the topics outlined below. 


DATES: Public hearings will be held on the following dates: July 
8, 1999; July 12, 1999; and July 15, 1999. The July 8, 1999 
hearing will start at 10:00 a.m. and end no later than 5:00 p.m. The 
July 12, 1999 and July 15, 1999 hearings will start at 9:00 a.m. and 
end no later than 5:00 p.m. 


Those wishing to present oral testimony at any of the hearings 
must request an opportunity to do so no later than July 2, 1999. 


The transcripts from each public hearing will be available for 
public inspection on or about August 10, 1999. 


ADDRESSES: The July 8, 1999 hearing will be held in the 
"Silver and Turquoise Room“ of the Indian Pueblo Cultural 
Center, located at 2401 12th N.W., Albuquerque, New Mexico. 
The July 12, 1999 hearing will be held at the San Francisco Public 
Library, Koret Auditorium, Civic Center, located at 100 Larkin 
Street, San Francisco, California. The July 15, 1999 hearing will 
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be held in the Commissioner's Conference Room, located in 
Crystal Park Two, Room 912, 2121 Crystal Drive, Arlington, 
Virginia. 


Those interested in testifying on the topics presented below in 
the Supplementary Information section, or on any other related 
topics, should send their requests to the attention of Eleanor K. 
Meltzer, Attorney-Advisor, Office of Legislative and International 
Affairs, U.S. Patent and Trademark Office, 2121 Crystal Drive, 


Public Law 105-330 may be viewed via the Library of Congress 
website at: www.thomas.loc.gov. 


FOR FURTHER INFORMATION CONTACT: Eleanor K. 
Meltzer by telephone: 703-306-2960; by e-mail: eleanor.melt- 
zeruspto.gov; or by facsimile transmission: 703-305-8885. 


SUPPLEMENTARY INFORMATION: 
I. Background 


On October 30, 1998, President Clinton signed Public Law 
105-330. Title III of this law requires the PTO to study how official 
insignia of Native American Tribes may better be protected under 
trademark law. The new law requires that the PTO complete the 
study and submit a report to the chairman of the Committee on the 
Judiciary of the Senate and to the chairman of the Committee on 
the Judiciary of the House of Representatives not later than 
September 30, 1999. The final study must address a variety of 
issues, including the impact of any changes on the international 
legal obligations of the United States, the definition of “official 
insignia“ of a federally and/or State recognized Native American 
Tribe, and the administrative feasibility, including the cost, of 
changing current law or policy in light of any recommendations. 


On December 29, 1998, a Federal Register notice was published 
(63 FR 71619) requesting comments on how best to conduct the 
study, where public hearings should be held, and who should be 
consulted during the study process. A follow-up Federal Register 
notice was published on March 16, 1999 (64 FR 13004) requesting 
public comments on the issues identified below. 


Il. Issues 


The PTO is interested in the public’s views concerning all 
aspects of trademark protection for the official insignia of Native 
American Tribes, including the following issues. These issues 
should form the basis for testimony at the public hearings. 


(1) The Definition of “Official Insignia” 


For example, how should the PTO define “official insignia” of a 
federally or state recognized Native American Tribe? 


(2) Establishing and Maintaining a List of Official Insignia 


For example, how might the PTO establish a list of the official 
insignia of federally and/or state recognized Native American 
Tribes? How might the PTO maintain such a list? 


(3) Impact of Changes In Current Law or Policy 


For example, how might any change in law or policy with respect 
to prohibiting the Federal registration of trademarks identical to 
the official insignia of Native American Tribes, or of prohibiting 
any new use of the official insignia of Native American Tribes, 
affect Native American Tribes? How might such changes affect 
trademark owners? How might such changes affect the Patent and 
Trademark Office? How would such changes affect any other 
interested party? What impact might any such changes have on the 
international legal obligations of the United States? 


(4) Impact of Prohibition on Federal Registration and New Uses of 
Official Insignia 


For example, how might prohibiting Federal registration of trade- 
marks identical to the official insignia of Native American Tribes 
affect any/all of the above-mentioned entities? How might prohib- 
iting any new use of the official insignia of Native American Tribes 
affect any/all of the above-mentioned entities? What effect might 
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such prohibitions have on the international legal obligations of the 
United States? What defenses, including fair use, might be raised 
against any claims of infringement? 


(5) Administrative Feasibility 


For example, what might be the administrative feasibility, includ- 
ing the cost, of changing the current law or policy to prohibit the 
registration? What might be the administrative feasibility, includ- 
ing the cost, of prohibiting any new uses of the official insignia of 
State or federally recognized Native American Tribes? What might 
be the administrative feasibility, including the cost, of otherwise 
providing additional protection to the official insignia of federally 
and State recognized Native American Tribes? 


(6) Timing of Changes in Protection 


For example, should changes in the scope of protection for official 
tribal insignia be offered prospectively? Retrospectively? What 
might be the impact of such protection (e.g., the cost to business 
and the public if applied retroactively)? 


(7) Statutory Changes 


What statutory changes might be necessary in order to provide 
such protection? 


(8) Other Relevant Factors 


What other factors, not mentioned above, might be relevant to this 
issue? 


Il. Guidelines for Oral Testimony 


Individuals who wish to testify must adhere to the following 
guidelines, which will ensure that the PTO is able to contact 
speakers regarding any schedule changes: 


1. Anyone wishing to testify at the hearing(s) must request an 
opportunity to do so no later than July 2, 1999. Requests to testify 
may be accepted on the date of each hearing if sufficient time is 
available on the schedule. No one will be permitted to testify 
without prior approval. 

2. Requests to testify must include: the speaker’s name, affili- 
ation and title, mailing address, and telephone number. Facsimile 
number and Internet mail address, if available, should also be 
provided. Parties may include in their request an indication as to 
whether they wish to testify during the morning or afternoon 
session of the hearing(s). 

3. Depending on the number of persons who wish to make 
presentations, speakers will be given between five and fifteen 
minutes to present their remarks. The exact amount of time 
allocated per speaker will be set after the final number of parties 
testifying has been determined. 

4. Speakers should provide a written copy of their testimony for 
inclusion in the record of the proceedings. 

5. A schedule providing the approximate starting time for each 
speaker will be distributed in the morning of the day of each 
hearing. Speakers are advised that the schedule for testimony will 
be subject to change during the course of the hearings. 


Information that is provided pursuant to this notice will be made 
part of a public record and may be available via the Internet. In 
view of this, parties should not submit information that they do not 
wish to be publicly disclosed or made electronically accessible. 
Parties who would like to rely on confidential information to 
illustrate a point are requested to summarize or otherwise submit 

the information in a way that will permit its public disclosure. 
May 28, 1999 Q. TODD DICKINSON 
Acting Assistant Secretary of 
Commerce and Acting Commissioner of 
Patents and Trademarks 
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(35) United States Postal Service Interruption and 
Emergency in South Florida 


The United States Postal Service (USPS) has informed the 
Patent and: Trademark Office (PTO) that an interruption in its 
service in South Florida was caused by Hurricane Andrew. Normal 
postal delivery and collection operations of the USPS were 
impacted by Hurricane Andrew throughout South Florida to 
varying degrees from Aug. 23, 1992, through Sept. 12, 1992. By 
Sept. 12, 1992, the USPS restored delivery and collection opera- 
tions to all of South Florida with the exception of Homestead. 


The PTO is designating the interruption in the service of the 
USPS in South Florida and the overall destruction caused by 
Hurricane Andrew as a postal service interruption and an emer- 
gency within the meaning of 35 U.S.C. 21(a). Any request to 
accept a paper or fee delayed by the Hurricane Andrew emergency 
should be directed to Jeffrey V. Nase, Director, Office of Petitions, 
(703) 305-9285, PK2-913, for patent-related matters and to Lynne 
G. Beresford, Trademark Legal Administrator, (703) 305-9464, 
Pk2-910, for trademark-related matters. 
Oct. 7, 1992 DOUGLAS B. COMER 

Acting Assistant Secretary and Acting 
Commissioner of Patents and Trademarks 
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(36) UNITED STATES POSTAL SERVICE 
INTERRUPTION and EMERGENCY 


IN LOS ANGELES 


The January 17, 1994, Los Angeles earthquake has caused a 
service interruption in United States Postal Service (USPS) in the 
greater Los Angeles area. Normal postal delivery and collection 
operations of the USPS were impacted by the earthquake through- 
out the greater Los Angeles area to varying degrees from January 
17, 1994, through January 21, 1994. 


The Patent and Trademark Office (PTO) is designating the 
interruption in the service of the USPS in the greater Los Angeles 
area and the overall destruction caused by the earthquake as a 
postal service interruption and an emergency within the meaning 
of 35 U.S.C. 21(a). Any request to accept a paper or fee delayed by 
this emergency should be directed to Jeffrey V. Nase, Director, 
Office of Petitions, (703) 305-9285, PK3-704, for patent-related 
matters, and to Lynne G. Beresford, Trademark Legal Administra- 
tor, (703) 305-9464, PK2-910, for trademark-related matters. 
February 9, 1994 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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(37) United States Postal Service Interruption and 


Emergency in the State of California 


A service interruption in United States Postal Service (USPS) in 
the state of California occurred on June 29, 1999, due to the action 
the UNABOM Bomber. The USPS will maintain heightened 
security procedures for mail originating in the State of California. 
These procedures will be in effect until further notice and are as 
follows: 


Mail destined for California is not affected by these procedures. 


For Express Mail, Priority Mail, First-Class Mail, international 
air mail and military mail items weighing less than 12 ounces, 
normal collection, distribution, and transportation will remain in 
effect. 
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Mail weighing 12 ounces or more which has been placed into 
California collection boxes will be returned to the sender. Postal 
Service window clerks will not accept Express Mail, Priority Mail, 
First-Class Mail, international air mail or military mail weighing 
12 ounces or more. 


Postal Service marketing and sales managers will work with 
known shippers to accept mail pieces weighing 12 ounces or more, 
but this mail will not be transported on scheduled passenger 
airlines. 


Parcel post and international surface mail originating California 
are not affected by these procedures. 


The Patent and Trademark Office (PTO) is designating the 
interruption in the service of the USPS in the state of California 
caused by the UNABOM bomber as a postal service interruption 
and an emergency within the meaning of 35 U.S.C. 21(a). Any 
request to accept a paper or fee delayed by this emergency should 
be directed to Jeffrey V. Nase, Patent Legal Administrator, (703) 
305-9285, PK1-520, for patent-related matters, and to Lynne G. 
Boresford, Trademark Legal Administrator, (703) 308-8900, 
10B10 ST, for trademark-related matters. 
June 30, 1995 L. J. GOFFNEY for 

BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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(38) United States Postal Service Emergency 


in the State of California Terminated 


The service interruption in United States Postal Service (USPS) 
in the State of California that occurred on June 29, 1995, due to the 
action of the UNABOM bomber, caused the USPS to maintain 
heightened security procedures for mail originating in the State of 
California. Currently there are no extraordinary restrictions being 
placed on Express Mail originating in the State of California. 
Therefore, the Patent and Trademark Office (PTO) is terminating 
the postal service interruption and emergency declared in the 
Official Gazette Notice entitled “United States Postal Service 
Interruption and Emergency in the State of California”, 1176 Off 
Gaz. Pat. Office 74 (July 18, 1995). Any questions regarding this 
Notice should be directed to Jeffrey V. Nase, Patent Legal 
Administrator, (703) 305-9285, PK1-520, for patent-related mat- 
ters, and to Lynne G. Beresford, Trademark Legal Administrator, 
(703) 308-8900, 10B10 ST, for trademark-related matters. 


June 4, 1996 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 
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(39) United States Postal Service Non-Delivery of Mail 


This notice is to advise the public of a mail disruption which 
occurred for correspondence mailed in late July 1996, directed to 
the Patent and Trademark Office (PTO) Zip Code 20231. As a 
result of a United States Postal Service (USPS) error, some mail 
directed to Zip Code 20231 was returned to the sender as 
“undeliverable.” The USPS has now corrected the problem and 
mail directed to Zip Code 20231 is presently being delivered as 
usual. This disruption did not affect mail addressed to the Assistant 
Commissioner for Trademarks, 2900 Crystal Drive, Arlington, VA 
22202-3513. 

The PTO has been advised by the USPS that any mail returned 
as a result of this particular USPS error will be accepted by the 
USPS if resubmitted at a service window in the same envelope. No 
additional postage will be required. It is suggested that the USPS 
employee at the service window be consulted about crossing out 
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any “undeliverable” notation on the envelope. Any problems 
associated with the resubmission should be immediately called to 
the attention of the USPS, particularly, Ms. Cynthia McMullen at 
(202) 636-1278/1279 or by way of the Internet at 
cmcmull @email.usps.gov. 


1. Papers Filed Pursuant To 37 CFR 1.8 


Any correspondence mailed by first class mail with a certificate 
of mailing thereon in compliance with 37 CFR 1.8 which was 
returned to the sender as a result of this particular USPS error and 
which is either resubmitted to the USPS for u. very or delivered 
to the PTO by private courier will be stamped by the PTO with the 
actual date of receipt in the PTO. The correspondence will, 
however, be accorded the benefit of any certificate of mailing 
under 37 CFR 1.8. 


2. Papers Filed Pursuant To 37 CFR 1.10 


Any correspondence mailed by “Express Mail” with the “Ex- 
press Mail” label number placed thereon in accordance with 37 
CFR 1.10 which was returned to the sender as a result of this 
particular USPS error and which is either resubmitted to the USPS 
for delivery or delivered to the PTO by private courier will be 
stamped with the original date of deposit as “Express Mail” with 
the USPS or the next business day, if the date of deposit is a 
Saturday, Sunday, or Federal holiday within the District of 
Columbia. 37 CFR 1.6(a)(2). The correspondence must be re- 
ceived by the PTO in the original “Express Mail” envelope or be 
accompanied by either the original “Express Mail” label or a 
legible copy thereof. 


3. Paper Not Filed Pursuant To 37 CFR 1.8 or 1.10 


Section 21(a) of title 3:5, United States Code, provides that [t]he 
Commissioner may by rule prescribe that any paper or fee required 
to be filed in the Patent and Trademark Office will be considered 
filed in the Office on the date on which it was deposited with the 
United States Postal Service .. .” 

Therefore, in order to minimize the impact of this particular 
USPS error, any correspondence deposited with the USPS which 
was returned as a result of the error and which was originally 
mailed by first class mail without a certificate of mailing under . . . 
37 CFR 1.8 or by “Express Mail” without the “Express Mail” 
label number placed on the correspondence will be stamped by the 
PTO with the original postmark date, rather than the date of receipt 
in the PTO, or the next business day, if the original postmark date 
is a Saturday, Sunday, or Federal holiday within the District of 
Columbia. 

In order to take advantage of this temporary practice, any patent 
or trademark correspondence affected by this disruption must be 
promptly resubmitted to the PTO in a new envelope addressed to 
the 


Assistant Commissioner for Patents 
Box Postal Disruption 
Washington, DC 20231 


Such correspondence must be accompanied by the original 
mailing envelope or a copy thereof showing the original postmark 
date and by a certificate demonstrating the original mailing date. 
Applicant should retain a copy of the original mailing envelope in 
his or her file in case a question is later raised concerning the 
original date of mailing. 


A suggested certificate is as follows: 


The undersigned certifies that the attached correspondence was 
deposited as first class mail/“Express Mail” with the U.S. Postal 
Service with sufficient postage addressed to the PTO at Washing- 
ton, DC 20231 on and was returned as a result of 
a Postal Service error. 


Accordingly, it is requested that the filing date of 
___________ be accorded the correspondence. 





(Printed Name) 
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(Signed) | 


(Date) 


Papers which were returned to the sender and forwarded to the 
PTO prior to this notice or papers promptly returned to the PTO in 
the original envelope after this notice will be given the postmark 
date to the extent possible. 

Any review of these matters would be by way of petition (no 
petition fee required) providing whatever arguments and evidence 
petitioner has that the application/correspondence is entitled to a 
different filing date. 

Questions concerning this notice should be directed to John F. 
Gonzales, Senior Legal Advisor, (703) 305-9285. 

August 9, 1996 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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Rules Concerning Conduct on Patent 
and Trademark Premises 


(40) 


1. Applicability 


These rules apply to all premises under the charge and control 
of the U.S. Patent and Trademark Office (PTO) through the 
General Services Administration and to all persons entering such 
premises. 


2. Admission to Property 


Patent and Trademark Office facilities are closed to the public 
outside of normal working hours. During normal working hours, a 
valid User Pass is required to enter PTO premises. 

The individual’s User Pass must be displayed at all times while 
on PTO premises. 


3. Preservation of Property/Conduct on PTO Premises 
The following activities are prohibited on PTO premises: 


a. Improperly disposing of rubbish; willfully destroying or 
damaging property; theft of property; creating a hazard to persons 
or things; and placing Government documents or materials in 
storage lockers. 

b. The willfull and unlawfull concealment, removal, mutilation, 
obliteration or destruction, or attempts to do so, or, with intent to 
do so, or taking and carrying away of any record, book, paper, 
document, or other things from the facilities shall result in a fine 
of not more than $2,000 or imprisonment of not more than 3 years, 
or both. See 18 U.S.C. § 2071. 

c. Removal of papers, materials, or other Government property 
from designated areas. Within a designated area, papers or other 
Government property must be returned to its proper location after 
use, unless otherwise posted. 

d. Using PTO premises and facilities as a place of business. It is 
prohibited to reserve work areas, use PTO as a mailing address, 
use PTO stationery, or a PTO telephone number as a personal 
telephone number. 


4. Inspection 


Packages, briefcases, storage lockers and other containers in the 
possession of visitors, employees, or other persons arriving at, 
working at, visiting, or departing from the PTO are subject to 
inspection. See 41 CFR § 101-20.301. 


5. Disturbances 
Disorderly conduct or other conduct which creates a loud or 


unusual noise or a nuisance which impedes or disrupts the 
performance of official duties by Government employees or which 
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prevents the public from obtaining the administrative services 
provided on the property in a timely manner is prohibited. See 41 
CFR § 101-20.305. 


6. Conformity with signs and directions 


Persons on the PTO premises shall at all times comply with the 
officical signs of a prohibitory, regulatory or directory nature and 
with the lawful direction of PTO employees. 


No rude or abusive conduct to PTO employees and fellow users. 
No food or beverages are permitted. 
No smoking except in designated areas. 


No mechanical or electronic equipment such as radios, televi- 
sions, typewriters, computers, or photographic equipment may be 
used without prior permission from the Assistant Commissioner 
for Administration. 


No use of PTO telephone and office equipment, except as 
specifically designated for public use. 


7. Penalties and other laws. 


Nothing in these rules shall be construed to abrogate any other 
Federal laws or regulations or any State and local laws and 
regulations applicable to any area in which property under the 
charge and control of the PTO through the U.S. General Services 
Administration is situated. See 40 U.S.C. §§ 318(c) and 486(c). 

41 CFR § 101-20.315 provides that whoever is found guilty of 
violating the rules of conduct on Federal property contained in 41 
CFR § 101-20.3 while on any property under the charge and 
control of the U.S. General Services Administration is subject to a 
fine of not more than $50, imprisonment of not more than 30 days, 
or both. See 40 U.S.C. § 318c. 

Failure to follow these rules may result in immediate 
removal from the premises, suspension of user privileges, 
and/or enforcement of any criminal sanctions that may apply. 
Aug. 30, 1991 THERSA A. BRELSFORD 
Assistant Commissioner for 

Administration 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 


Performance Review Board 


AGENCY: United States Patent and Trademark Office, Depart- 
ment of Commerce. 


ACTION: Announcement of membership of the United States 
Patent and Trademark Office Performance Review Board. 


SUMMARY: In conformance with the Civil Service Reform Act 
of 1978, 5 U.S.C. 4314(c)(4), the United States Patent and 
Trademark Office announces the appointment of persons to serve 
as members of its Performance Review Board. 


ADDRESSES: Comments should be addressed to the Director, 
Office of Human Resources, United State Patent and Trademark 
Office, One Crystal Park, Suite 707, Washington, DC 20231. FOR 


FURTHER INFORMATION CONTACT: Sydney Rose at 
(703) 305-8062. 


SUPPLEMENTARY INFORMATION: The membership of the 
United States Patent and Trademark Office Performance Review 
Board is as follows: 


Clarence Crawford 
Chair, Chief Financial Officer and 
Chief Administrative Officer 
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United States Patent and Trademark Office 
Washington, DC 20231 
Term--expires September 30, 2003 


Nicholas Godici 

Commissioner for Patents 

United States Patent and Trademark Office 
Washington, DC 20231 

Term--expires September 30, 2003 


Anne Chasser 

Commissioner for Trademarks 

United States Patent and Trademark Office 
Washington, DC 20231 

Term--expires September 30, 2003 


Dennis Shaw 

Chief Information Officer 

United States Patent and Trademark Office 
Washington, DC 20231 

Term--expires September 30, 2003 


Janice A. Howell 

Director 

Patent Examining Group 

United States Patent and Trademark Office 
Washington, DC 20231 

Term--expires September 30, 2003 


Albin F. Drost 

Acting General Counsel 

United States Patent and Trademark Office 
Washington, DC 20231 

Term--expires September 30, 2003 


Robert M. Anderson 

Deputy Commissioner for Trademarks 
United States Patent and Trademark Office 
Washington, DC 20231 

Term--expires September 30, 2003 


Robert Stoll 

Administrator for External Affairs 

United States Patent and Trademark Office 
Washington, DC 20231 

Term--expires September 30, 2003 


H. Dieter Hoinkes 

Deputy Administrator for 

Legislative and International Affairs 
United States Patent and Trademark Office 
Washington, DC 20231 

Term--expires September 30, 2003 


Gerald R. Lucas 

Deputy Chief Financial Office/Administrative Officer 
Department of Commerce 

Washington, DC 20231 

Term--expires September 30, 2001 


Bruce Campbell 

Executive Associate Director 

Operations Support Directorate 

Federal Emergency Management Agency 

Washington, DC 20742 

Term--expires September 30, 2002 
August 21, 2000. Q. TODD DICKINSON 

Under Secretary of Commerce for 

Intellectual Property and Director of the 

United States Patent and Trademark Office 
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(42) DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
37 CFR Part 102 
RIN: 0651-AB21 


Public Information, Freedom of Information and Privacy 


AGENCY: United States Patent and Trademark Office, Com- 
merce. 


ACTION: Notice of proposed rulemaking 


SUMMARY: The United States Patent and Trademark Office 
proposes to add regulations implementing the Freedom of Infor- 
mation Act (FOIA), including the Electronic Freedom of Informa- 
tion Act (EFOIA) Amendments of 1996, and the Privacy Act (PA). 
These proposed rules are based on rules recently proposed by the 
Department of Commerce. 


DATES: Comments must be received on or before August 7, 2000. 
ADDRESSES: Send all comments- 


1. Electronically to “PBORulemaking@uspto.gov’’, Subject: 
FOIA/PA Rules; 


2. By mail to Director of the United States Patent and Trade- 
mark Office, Box 8, Washington, D.C. 20231, ATTN: FOIA/PA 
Rules; or 


3. By facsimile to 703-305-9373, ATTN: FOIA/PA Rules. 


FOR FURTHER INFORMATION CONTACT: Joseph G. Pic- 
colo, 703-305-9035. 


SUPPLEMENTARY INFORMATION: 
Comment Format 


USPTO prefers to receive comments in electronic form, either 
via the Internet or on a 3 1/4 inch diskette. Comments submitted 
in electronic form should be submitted as ASCII text. Special 
characters and encryption should not be used. 


Background 


The Patent and Trademark Office Efficiency Act (PTOEA) (Pub. 
L. 106-113, 113 Stat. 1501A-572) reestablished the Patent and 
Trademark Office as United States Patent and Trademark Office 
(USPTO), a performance-based organization with responsibility 
for its own operations. Consequently, USPTO has or is gaining 
many functions formerly provided by the Department of Com- 
merce. The rules proposed in this notice adopt the substance of 
rules recently proposed by the Department of Commerce, 65 FR 
34606 (May 31, 2000). Where appropriate, these proposed rules 
have been streamlined and tailored to reflect the practices of 
USPTO and its constituencies. In particular, USPTO has no 
national security classification authority so determinations regard- 
ing classified records will be referred to the classifying authority. 
Moreover, the proposed Commerce rules provide a great deal of 
guidance to its component bureaus. USPTO will not decentralize 
its initial action authority to its business units. These proposed 
rules will apply to FOIA and Privacy Act requests filed after 
October 1, 2000. 


Other Considerations 
This rule is not significant under Executive Order 12866. 


This rule does not contain a “collection of information’’ as 
defined by the Paperwork Reduction Act. 


In accordance with the Regulatory Flexibility Act (5 U.S.C. 
605(b)), the USPTO General Counsel has certified to the Chief 
Counsel for Advocacy of the Small Business Administration that 
this rule will not have a significant economic impact on a 
substantial number of small entities. Under FOIA, agencies may 
recover only the direct costs of searching for, reviewing, and 
duplicating the records processed for requesters. Moreover, both 
FOIA and these rules set thresholds below which fees are not 
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charged to reduce the effect of FOIA fees still further. Further, the 
number of “small entities’’ (within the meaning of the Regulatory 
Flexibility Act) that make FOIA requests is relatively small 
compared to the number of individuals who make such requests. 


List of Subjects in 37 CFR Part 102 


Administrative practice and procedure, Freedom of Information, 
Privacy, Public information. 


For the reasons stated in the preamble, USPTO proposes to 
amend 37 CFR Chapter I by adding Part 102 to read as follows: 


PART 102 - DISCLOSURE OF GOVERNMENT INFORMA- 
TION 


Subpart A - Freedom of Information Act 


Sec. 

102.1 General. 

102.2 Public reference facilities. 

102.3 Records under FOIA. 

102.4 Requirements for making requests. 

102.5 Responsibility for responding to requests. 
102.6 Time limits and expedited processing. 
102.7 Responses to requests. 

102.9 Business Information. 

102.10 Appeals from initial determinations or untimely delays. 
102.11 Fees. 


Subpart B - Privacy Act 


102.21 Purpose and scope. 

102.22 Definitions. 

102.23 Procedures for making inquiries. 

102.24 Procedures for making requests for records. 

102.25 Disclosure of requested records to individuals. 

102.26 Special procedures: Medical records. 

102.27 Procedures for making requests for correction or amend- 
ment. 

102.28 Review of requests for correction or amendment. 

102.29 Appeal of initial adverse determination on correction or 
amendment. 

102.30 Disclosure of record to person other than the individual to 
whom it pertains. 

102.31 Fees. 

102.32 Penalties. 

102.33 General exemptions. 

102.34 Specific exemptions. 


Appendix to Part 102 - Systems of Records Noticed by Other 
Federal Agencies and Applicable to USPTO Records, and Appli- 
cability of this Part Thereto 


Authority: 5 U.S.C. 552; 5 U.S.C. 552a; 5 U.S.C. 553; 31 
U.S.C. 3717; 35 U.S.C. 2(b)(2), 21, 41, 42, 122; 44 U.S.C. 3101. 


Subpart A - Freedom of Information Act 
Sec. 102.1 General. 


(a) The information in this part is furnished for the guidance of 
the public and in compliance with the requirements of the Freedom 
of Information Act (FOIA), as amended (5 U.S.C. 552). This part 
sets forth the procedures the United States Patent and Trademark 
Office (USPTO) follows to make publicly available the materials 
and indices specified in 5 U.S.C. 552(a)(2) and records requested 
under 5 U.S.C. 552(a)(3). Information routinely provided to the 
public as part of a regular USPTO activity (for example, press 
releases issued by the Office of Public Affairs) may be provided to 
the public without following this part. USPTO’s policy is to make 
discretionary disclosures of records or information exempt from 
disclosure under FOIA whenever disclosure would not foreseeably 
harm an interest protected by a FOIA exemption, but this policy 
does not create any right enforceable in court. 
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(b) As used in this subpart, FOIA Officer means the USPTO 
employee designated to administer FOIA for USPTO. To ensure 
prompt processing of a request, correspondence should be ad- 
dressed to the FOIA Officer, United States Patent and Trademark 
Office, Washington DC 20231 or delivered by hand to Crystal Park 
Two, 2121 Crystal Drive, Suite 714, Arlington, Virginia. 


Sec. 102.2 Public reference facilities. 


(a) USPTO maintains a public reference facility that contains 
the records FOIA requires to be made regularly available for 
public inspection and copying; furnishes information and other- 
wise assists the public concerning USPTO operations under FOIA; 
and receives and processes requests for records under FOIA. The 
FOIA Officer is responsible for determining which of USPTO’s 
records are required to be made available for public inspection and 
copying, and for making those records available in USPTO’s 
reference and records inspection facility. The FOIA Officer shall 
maintain and make available for public inspection and copying a 
current subject-matter index of USPTO’s public inspection facility 
records. Each index shall be updated regularly, at least quarterly, 
with respect to newly included records. In accordance with 5 
U.S.C. 552(a)(2), USPTO has determined that it is unnecessary 
and impracticable to publish quarterly, or more frequently, and 
distribute copies of the index and supplements thereto. The public 
reference facility is located in the Public Search Room, Crystal 
Plaza Three, 2021 South Clark Place, Room 1A01, Arlington, 
Virginia. 


(b) The FOIA Officer shall also make public inspection facility 
records created by USPTO on or after November 1, 1996, 
available electronically through USPTO’s World Wide Web site 
(http:// www.uspto.gov). Information available at the site shall 
include: 


(1) The FOIA Officer’s index of the public inspection facility 
records, which indicates which records are available electroni- 
cally; and 


(2) The general index referred to in paragraph (c)(3) of this 
section. 


(c) USPTO maintains and makes available for public inspection 
and copying: 


(1) A current index providing identifying information for the 
public as to any matter that is issued, adopted, or promulgated after 
July 4, 1967, and that is retained as a record and is required to be 
made available or published. Copies of the index are available 
upon request after payment of the direct cost of duplication; 


(2) Copies of records that have been released and that the FOIA 
Officer determines, because of their subject matter, have become 
or are likely to become the subject of subsequent requests for 
substantially the same records; 


(3) A general index of the records described in paragraph (c)(2) 
of this section; 


(4) Final opinions and orders, including concurring and dissent- 
ing opinions made in the adjudication of cases; 


(5) Those statements of policy and interpretations that have been 
adopted by USPTO and are not published in the Federal Register; 
and 


(6) Administrative staff manuals and instructions to staff that 
affect a member of the public. 


Sec. 102.3 Records under FOIA. 


(a) Records under FOIA include all Government records, 
regardless of format, medium or physical characteristics, and 
include electronic records and information, audiotapes, videotapes, 
and photographs. 
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(b) There is no obligation to create, compile, or obtain from 
outside USPTO a record to satisfy a FOLA request. With regard to 
electronic data, the issue of whether records are created or merely 
extracted from an existing database is not always apparent. When 
responding to FOIA requests for electronic data where creation of 
a record or programming becomes an issue, USPTO shall under- 
take reasonable efforts to search for the information in electronic 
format 


(c) USPTO officials may, upon request, create and provide new 
information pursuant to user fee statutes, such as the first para- 
graph of 15 U.S.C. 1525, or in accordance with authority other- 
wise provided by law. This is outside the scope of FOIA. 


(d) The FOIA Officer shall preserve all correspondence pertain- 
ing to the requests received under this subpart, as well as copies of 
all requested records, until disposition or destruction is authorized 
by Title 44 of the United States Code or a National Archives and 
Records Administration’s General Records Schedule. The FOIA 
Officer shall not dispose of records while they are the subject of a 
pending request, appeal, or lawsuit under FOIA. 


Sec. 102.4 Requirements for making requests. 


(a) A request for USPTO records that are not customarily made 
available to the public as part of USPTO’s regular informational 
services must be in writing, and shall be processed under FOIA, 
regardless of whether FOIA is mentioned in the request. Requests 
should be sent to the USPTO FOIA Officer, United States Patent 
and Trademark Office, Washington DC 20231 (records FOIA 
requires to be made regularly available for public inspection and 
copying are addressed in Sec. 102.2(c)). For the quickest handling, 
the request letter and envelope should be marked “Freedom of 
Information Act Request.’’ For requests for records about oneself, 
Sec. 102.24 contains additional requirements. For requests for 
records about another individual, either a written authorization 
signed by that individual permitting disclosure of those records to 
the requester or proof that that individual is deceased (for example, 
a copy of a death certificate or an obituary) facilitates processing 
the request. 


(b) The records requested must be described in enough detail to 
enable USPTO personnel to locate them with a reasonable amount 
of effort. Whenever possible, a request should include specific 
information about each record sought, such as the date, title or 
name, author, recipient, and subject matter of the record, and the 
name and location of the office where the record is located. Also, 
if records about a court case are sought, the title of the case, the 
court in which the case was filed, and the nature of the case should 
be included. If known, any file designations or descriptions for the 
requested records should be included. In general, the more 
specifically the request describes the records sought, the greater 
the likelihood that USPTO will locate those records. If the FOIA 
Officer determines that a request does not reasonably describe 
records, the FOIA Officer will inform the requester what additional 
information is needed or why the request is otherwise insufficient. 
The FOIA Officer also may give the requester an opportunity to 
discuss the request so that it may be modified to meet the 
requirements of this section. 


Sec. 102.5 Responsibility for responding to requests. 


(a) In general. Except as stated in paragraph (b) of this section, 
the USPTO will process FOIA requests directed to USPTO. In 
determining records responsive to a request, the FOIA Officer shall 
include only those records within USPTO’s possession and control 
as of the date the FOIA Officer receives the request. 


(b) Consultations and referrals. If the FOIA Officer receives a 
request for a record in USPTO’s possession in which another 
Federal agency subject to FOIA has the primary interest, the FOIA 
Officer shall refer the record to that agency for direct response to 
the requester. The FOIA Officer shall consult with another Federal 
agency before responding to a requester if the FOIA Officer 
receives a request for a record in which another Federal agency 
subject to FOIA has a significant interest, but not the primary 
interest; or another Federal agency not subject to FOIA has the 
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primary interest or a significant interest. Ordinarily, the agency that 
originated a record will be presumed to have the primary interest 
in it. 


(c) Notice of referral. Whenever a FOIA Officer refers a 
document to another Federal agency for direct response to the 
requester, the FOIA Officer will ordinarily notify the requester in 
writing of the referral and inform the requester of the name of the 
agency to which the document was referred. 


(d) Timing of responses to consultations and referrals. All 
consultations and referrals shall be handled according to the date 
the FOIA request was received by the first Federal agency. 


(e) Agreements regarding consultations and referrals. The FOIA 
Officer may make agreements with other Federal agencies to 
eliminate the need for consultations or referrals for particular types 
of records. 


Sec. 102.6 Time limits and expedited processing. 


(a) In general. The FOIA Officer ordinarily shall respond to 
requests according to their order of receipt. 


(b) Initial response and appeal. Subject to paragraph (c)(1) of 
this section, an initial response shall be made within 20 working 
days (i.e., excluding Saturdays, Sundays, and legal public holi- 
days) of the receipt of a request for a record under this part by the 
proper FOIA Officer identified in accordance with Sec. 102.5(a), 
and an appeal shall be decided within 20 working days of its 
receipt by the Office of the General Counsel. 


(c) Unusual circumstances. (1) In unusual circumstances as 
specified in paragraph (c)(2) of this section, the FOIA Officer may 
extend the time limits in paragraph (b) of this section by notifying 
the requester in writing as soon as practicable of the unusual 
circumstances and of the date by which processing of the request 
is expected to be completed. Extensions of time for the initial 
determination and extensions on appeal may not exceed a total of 
ten working days, unless the requester agrees to a longer exten- 
sion, or the FOIA Officer provides the requester with an opportu- 
nity either to limit the scope of the request so that it may be 
processed within the applicable time limit, or to arrange an 
alternative time frame for processing the request or a modified 
request. 


(2) As used in this section, unusual circumstances means, but 
only to the extent reasonably necessary to properly process the 
particular request: 


(i) The need to search for and collect the requested records from 
field facilities or other establishments separate from the office 
processing the request; 


(ii) The need to search for, collect, and appropriately examine a 
voluminous amount of separate and distinct records that are the 
subject of a single request; or 


(iii) The need for consultation, which shall be conducted with all 
practicable speed, with another Federal agency having a substan- 
tial interest in the determination of the request. 


(3) Unusual circumstances do not include a delay that results 
from a predictable workload of requests, unless USPTO demon- 
strates reasonable progress in reducing its backlog of pending 
requests. Refusal to reasonably modify the scope of a request or 
arrange an alternate time frame may affect a requester’s ability to 
obtain judicial review. 


(4) If the FOIA Officer reasenably believes that multiple 
requests submitted by a requester, or by a group of requesters 
acting in concert, constitute a single request that would otherwise 
involve unusual circumstances, and the requests involve clearly 
related matters, the FOIA Officer may aggregate them. Multiple 
requests involving unrelated matters will not be aggregated. 
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(d) Multitrack processing. (1) The FOIA Officer may use two or 
more processing tracks by distinguishing between simple and 
more complex requests based on the number of pages involved, or 
some other measure of the amount of work and/or time needed to 
process the request, and whether the request qualifies for expedited 
processing as described in paragraph (e) of this section. 


(2) The FOIA Officer may provide requesters in a slower track 
with an opportunity to limit the scope of their requests in order to 
qualify for faster processing. The FOIA Officer may contact the 
requester by telephone or by letter, whichever is most efficient in 
each case. 


(e) Expedited processing. (1) Requests and appeals shall be 
taken out of order and given expedited treatment whenever it is 
determined they involve: 


(i) Circumstances in which the lack of expedited treatment 
could reasonably be expected to pose an imminent threat to the life 
or physical safety of an individual; 


(ii) The loss of substantial due process rights; 


(iii) A matter of widespread and exceptional media interest in 
which there exist questions about the Government's integrity that 
affect public confidence; or 


(iv) An urgency to inform the public about an actual or alleged 
Federal Government activity, if made by a person primarily 
engaged in disseminating information. 


(2) A request for expedited processing may be made at the time 
of the initial request for records or at any later time. For a prompt 
determination, a request for expedited processing should be sent to 
the FOIA Officer. 


(3) A requester who seeks expedited processing must submit a 
statement, certified to be true and correct to the best of that 
person’s knowledge and belief, explaining in detail the basis for 
requesting expedited processing. For example, a requester within 
the category described in paragraph (e)(1)(iv) of this section, if not 
a full-time member of the news media, must establish that he or 
she is a person whose main professional activity or occupation is 
information dissemination, though it need not be his or her sole 
occupation. A requester within the category described in paragraph 
(e)(1 (iv) of this section must also establish a particular urgency to 
inform the public about the Government activity involved in the 
request, beyond the public’s right to know about Government 
activity generally. The formality of certification may be waived as 
a matter of administrative discretion. 


(4) Within ten calendar days of receipt of a request for expedited 
processing, the FOIA Officer will decide whether to grant it and 
shall notify the requester of the decision. If a request for expedited 
treatment is granted, the request shall be given priority and 
processed as soon as practicable. If a request for expedited 
processing is denied, any appeal of that decision shall be acted on 
expeditiously. 


Sec. 102.7 Responses to requests. 


(a) Grants of requests. If the FOIA Officer makes a determina- 
tion to grant a request in whole or in part, the FOIA Officer will 
notify the requester in writing. The FOIA Officer will inform the 
requester in the notice of any fee charged under Sec. 102.11 and 
disclose records to the requester promptly upon payment of any 
applicable fee. Records disclosed in part shall be marked or 
annotated to show each applicable FOIA exemption and the 
amount of information deleted, unless doing so would harm an 
interest protected by an applicable exemption. The location of the 
information deleted shall also be indicated on the record, if 
feasible. 

(b) Adverse determinations of requests. If the FOIA Officer 
makes an adverse determination regarding a request, the FOIA 
Officer will notify the requester of that determination in writing. 
An adverse determination is a denial of a request in any respect, 
namely: A determination to withhold any requested record in 
whole or in part; a determination that a requested record does not 
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exist or cannot be located; a determination that a record is not 
readily reproducible in the form or format sought by the requester; 
a determination that what has been requested is not a record 
subject to FOIA (except that a determination under Sec. 102.11(j) 
that records are to be made available under a fee statute other than 
FOIA is not an adverse determination); a determination against the 
requester on any disputed fee matter, including a denial of a 
request for a fee waiver; or a denial of a request for expedited 
treatment. Each denial letter shall be signed by the FOIA Officer 
and shall include: 

(1) The name and title or position of the denying official; 

(2) A brief statement of the reason(s) for the denial, including 
applicable FOIA exemption(s); 

(3) An estimate of the volume of records or information 
withheld, in number of pages or some other reasonable form of 
estimation. This estimate need not be provided if the volume is 
otherwise indicated through deletions on records disclosed in part, 
or if providing an estimate would harm an interest protected by an 
applicable FOIA exemption; and 

(4) A statement that the denial may be appealed, and a list of the 
requirements for filing an appeal under Sec. 102.10(b) 

Sec. 102.9 Business Information. 

(a) In general. Business information obtained by USPTO from a 
submitter will be disclosed under FOIA only under this section. 

(b) Definitions. For the purposes of this section: 

(1) Business information means commercial or financial infor- 
mation, obtained by USPTO from a submitter, which may be 
protected from disclosure under FOIA exemption 4 (5 U.S.C. 
552(b)(4)). 

(2) Submitter means any person or entity outside the Federal 
Government from whom USPTO obtains business information, 
directly or indirectly. The term includes corporations; state, local 
and tribal governments; and foreign governments. 

(c) Designation of business information. A submitter of business 
information should designate by appropriate markings, either at 
the time of submission or at a reasonable time thereafter, any 
portions of its submission that it considers to be protected from 
disclosure under FOIA exemption 4. These designations will 
expire ten years after the date of the submission unless the 
submitter requests, and provides justification for, a longer desig- 
nation period. 

(d) Notice to submitters. The FOIA Officer shall provide a 
submitter with prompt written notice of a FOIA request or 
administrative appeal that seeks its business information whenever 
required under paragraph (e) of this section, except as provided in 
paragraph (h) of this section, in order to give the submitter an 
opportunity under paragraph (f) of this section to object to 
disclosure of any specified portion of that information. Such 
written notice shall be sent via certified mail, return receipt 
requested, or similar means. The notice shall either describe the 
business information requested or include copies of the requested 
records containing the information. When notification of a large 
number of submitters is required, notification may be made by 
posting or publishing the notice in a place reasonably likely to 
accomplish notification. 

(e) When notice is required. Notice shall be given to the 
submitier whenever: 

(1) The information has been designated in good faith by the 
submitter as protected from disclosure under FOIA exemption 4; 
or 

(2) The FOIA Officer has reason to believe that the information 
may be protected from disclosure under FOIA exemption 4. 


(f) Opportunity to object to disclosure. The FOIA Officer shall 
allow a submitter seven working days (i.e., excluding Saturdays, 
Sundays, and legal public holidays) from the date of receipt of the 
written notice described in paragraph (d) of this section to provide 
the FOIA Officer with a detailed statement of any objection to 
disclosure. The statement must specify all grounds for withholding 
any portion of the information under any exemption of FOIA and, 
in the case of exemption 4, it must show why the information is a 
trade secret or commercial or financial information that is privi- 
leged or confidential. If a submitter fails to respond to the notice 
within the time specified, the submitter will be considered to have 
no objection to disclosure of the information. Information a 
submitter provides under this paragraph may itself be subject to 
disclosure under FOIA. 
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(g) Notice of intent to disclose. The FOIA Officer shall consider a 
submitter’s objections and specific grounds under FOIA for 
nondisclosure in deciding whether to disclose business informa- 
tion. If the FOIA Officer decides to disclose business information 
over the objection of a submitter, the FOIA Officer shall give the 
submitter written notice via certified mail, return receipt requested, 
or similar means, which shall include: 


(1) A statement of reason(s) why the submitter’s objections to 
disclosure were not sustained; 


(2) A description of the business information to be disclosed; 
and 


(3) A statement that the FOIA Officer intends to disclose the 
information seven working days from the date the submitter 
receives the notice. 


(h) Exceptions to notice requirements. The notice requirements 
of paragraphs (d) and (g) of this section shall not apply if: 


(1) The FOIA Officer determines that the information should not 
be disclosed; 


(2) The information has been lawfully published or has been 
officially made available to the public; 


(3) Disclosure of the information is required by statute (other 
than FOIA) or by a regulation issued in accordance with Executive 
Order 12600; or 


(4) The designation made by the submitter under paragraph (c) 
of this section appears obviously frivolous, in which case the FOIA 
Officer shall provide the submitter written notice of any final 
decision to disclose the information seven working days from the 
date the submitter receives the notice. 


(i) Notice of FOIA lawsuit. Whenever a requester files a lawsuit 
seeking to compel the disclosure of business information, the 
FOIA Officer shall promptly notify the submitter. 


(j) Corresponding notice to requesters. Whenever a FOIA 
Officer provides a submitter with notice and an opportunity to 
object to disclosure under paragraph (d) of this section, the FOIA 
Officer shall also notify the requester(s). Whenever a submitter 
files a lawsuit seeking to prevent the disclosure of business 
information, the FOIA Officer shall notify the requester(s). 


Sec. 102.10 Appeals from initial determinations or untimely 
delays. 


(a) If a request for records is initially denied in whole or in part, 
or has not been timely determined, or if a requester receives an 
adverse initial determination regarding any other matter under this 
subpart (as described in Sec. 102.7(b)), the requester may file a 
written appeal, which must be received by the Office of General 
Counsel within thirty calendar days of the date of the written 
denial or, if there has been no determination, may be submitted 
anytime after the due date, including the last extension under Sec. 
102.6(c), of the determination. 


(b) Appeals shall be decided by a Deputy General Counsel. 
Appeals should be addressed to the General Counsel, United States 
Patent and Trademark Office, Washington, DC 20231. Both the 
letter and the appeal envelope should be clearly marked “Freedom 
of Information Appeal’’. The appeal must include a copy of the 
original request and the initial denial, if any, and may include a 
statement of the reasons why the records requested should be made 
available and why the initial denial, if any, was in error. No 
opportunity for personal appearance, oral argument or hearing on 
appeal is provided. 


(c) If an appeal is granted, the person making the appeal shall be 
immediately notified and copies of the releasable documents shall 
be made available promptly thereafter upon receipt of appropriate 
fees determined in accordance with Sec. 102.11. 
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(d) If no determination of an appeal has been sent to the 
requester within the twenty-working-day period specified in Sec. 
102.6(b) or the last extension thereof, the requester is deemed to 
have exhausted his administrative remedies with respect to the 
request, giving rise to a right of judicial review under 5 U.S.C. 
552(a)(6)(C). If the person making a request initiates a civil action 
against USPTO based on the provision in this paragraph, the 
administrative appeal process may continue. 


(e) A determination on appeal shall be in writing and, when it 
denies records in whole or in part, the letter to the requester shall 
include: 


(1) A brief explanation of the basis for the denial, including a list 
of applicable FOIA exemptions and a description of how the 
exemptions apply; 


(2) A statement that the decision is final; 


(3) Notification that judicial review of the denial is available in the 
United States district court for the district in which the requester 
resides or has its principal place of business, the United States 
District Court for the Eastern District of Virginia, or the District of 
Columbia; and 


(4) The name and title or position of the official responsible for 
denying the appeal. 


Sec. 102.11 Fees. 


(a) In general. USPTO shall charge for processing requests 
under FOIA in accordance with paragraph (c) of this section, 
except when fees are limited under paragraph (d) of this section or 
when a waiver or reduction of fees is granted under paragraph (k) 
of this section. USPTO shall collect all applicable fees before 
sending copies of requested records to a requester. Requesters 
must pay fees by check or money order made payable to the 
Treasury of the United States. 


(b) Definitions. For purposes of this section: 


(1) Commercial use request means a request from or on behalf 
of a person who seeks information for a use or purpose that 
furthers his or her commercial, trade, or profit interests, which can 
include furthering those interests through litigation. The FOIA 
Officer shall determine, whenever reasonably possible, the use to 
which a requester will put the requested records. When it appears 
that the requester will put the records to a commercial use, either 
because of the nature of the request itself or because the FOIA 
Officer has reasonable cause to doubt a requester’s stated use, the 
FOIA Officer shall provide the requester a reasonable opportunity 
to submit further clarification. 


(2) Direct costs means those expenses USPTO incurs in 
searching for and duplicating (and, in the case of commercial use 
requests, reviewing) records to respond to a FOIA request. Direct 
costs include, for example, the labor costs of the employee 
performing the work (the basic rate of pay for the employee, plus 
16 percent of that rate to cover benefits). Not included in direct 
costs are overhead expenses such as the costs of space and heating 
or lighting of the facility in which the records are kept. 


(3) Duplication means the making of a copy of a record, or of 
the information contained in it, necessary to respond to a FOIA 
request. Copies may take the form of paper, microform, audiovi- 
sual materials, or electronic records (for example, magnetic tape or 
disk), among others. The FOIA Officer shall honor a requester’s 
specified preference of form or format of disclosure if the record 
is readily reproducible with reasonable efforts in the requested 
form or format. 


(4) Educational institution means a preschool, a public or 
private elementary or secondary school, an institution of under- 
graduate higher education, an institution of graduate higher edu- 
cation, an institution of professional education, or an institution of 
vocational education, that operates a program of scholarly re- 
search. To be in this category, a requester must show that the 
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request is authorized by and is made under the auspices of a 
qualifying institution, and that the records are sought to further 
scholarly research rather than for a commercial use. 


(5) Noncommercial scientific institution means an institution 
that is not operated on a “commercial’’ basis, as that term is 
defined in paragraph (b)(1) of this section, and that is operated 
solely for the purpose of conducting scientific research, the results 
of which are not intended to promote any particular product or 
industry. To be in this category, a requester must show that the 
request is authorized by and is made under the auspices of a 
qualifying institution and that the records are sought to further 
scientific research rather than for a commercial use. 


(6) Representative of the news media, or news media requester 
means any person actively gathering news for an entity that is 
organized and operated to publish or broadcast news to the public. 
The term “news’’ means information that is about current events 
or that would be of current interest to the public. Examples of news 
media entities include television or radio stations broadcasting to 
the public at large and publishers of periodicals (but only if they 
can qualify as disseminators of “news’’) that make their products 
available for purchase or subscription by the general public. For 
freelance’ journalists to be regarded as working for a news 
organization, they must demonstrate a solid basis for expecting 
publication through that organization. A publication contract 
would be the clearest proof, but the FOIA Officer shall also look to 
the past publication record of a requester in making this determi- 
nation. To be in this category, a requester must not be seeking the 
requested records for a commercial use. However, a request for 
records supporting the news-dissemination function of the re- 
quester shall not be considered to be for a commercial use. 


(7) Review means the examination of a record located in 
response to a request in order to determine whether any portion of 
it is exempt from disclosure. It also includes processing any record 
for disclosure - for example, doing all that is necessary to redact it 
and prepare it for disclosure. Review costs are recoverable even if 
a record ultimately is not disclosed. Review time does not include 
time spent resolving general legal or policy issues regarding the 
application of exemptions. 


(8) Search means the process of looking for and retrieving 
records or information responsive to a request. It includes page- 
by-page or line-by-line identification of information within records 
and also includes reasonable efforts to locate and retrieve infor- 
mation from records maintained in electronic form or format. The 
FOIA Officer shall ensure that searches are done in the most 
efficient and least expensive manner reasonably possible. 


(c) Fees. In responding to FOIA requests, the FOIA Officer shall 
charge the fees summarized in chart form in paragraphs (c)(1) and 
(c)(2) of this section and explained in paragraphs (c)(3) through 
(c)(5) of this section, unless a waiver or reduction of fees has been 
granted under paragraph (k) of this section. 


(1) The four categories and chargeable fees are: 





Category 
(i) Commercial Use Requesters 


Chargeable fees 

Search, Review, and Duplica- 
tion. 

Duplication (excluding 


the cost of the first 100 pages). 


(ii) Educational and 
Non-commercial 
Scientific Institution 
Requesters 

(iii) Representatives 
of the News Media 


Duplication 

(excluding the cost of the first 
100 pages). 

Search and Duplication 
(excluding the cost of the first 2 
hours of search and 100 pages). 


(iv) All Other 
Requesters 





(2) Uniform fee schedule. 





Service 


(i) Manual search 


Rate 
Actual salary rate of employee 
involved, plus 16 percent of 
salary rate. 
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(ii) Computerized search. Actual direct cost, 
including operator time. 
(iti) Duplication of records: 
(A) Paper copy 
reproduction 

(B) Other reproduction 
(e.g., computer disk or 
printout, micro-film, 

micro fiche, or microform). 
(iv) Review of records 
(includes preparation for 
release, i.e. excising). 


$.15 per page 


Actual direct cost, 
including operator time. 


Actual salary rate 

of employee conducting 
review, plus 16 percent 
of salary rate. 





(3) Search. 


(i) Search fees shall be charged for all requests - other than 
requests made by educational institutions, noncommercial scien- 
tific institutions, or representatives of the news media - subject to 
the limitations of paragraph (d) of this section. The FOIA Officer 
will charge for time spent searching even if no responsive records 
are located or if located records are entirely exempt from disclo- 
sure. Search fees shall be the direct costs of conducting the search 
by the involved employees. 


(ii) For computer searches of records, requesters will be charged 
the direct costs of conducting the search, although certain request- 
ers (as provided in paragraph (d)(1) of this section) will be charged 
no search fee and certain other requesters (as provided in para- 
graph (d)(3) of this section) are entitled to the cost equivalent of 
two hours of manual search time without charge. These direct costs 
include the costs, attributable to the search, of operating a central 
processing unit and operator/programmer salary. 


(4) Duplication. Duplication fees will be charged to all request- 
ers, subject to the limitations of paragraph (d) of this section. For 
a paper photocopy of a record (no more than one copy of which 
need be supplied), the fee shall be $.15 cents per page. For copies 
produced by computer, such as tapes or printouts, the FOIA Officer 
shall charge the direct costs, including operator time, of producing 
the copy. For other forms of duplication, the FOIA Officer will 
charge the direct costs of that duplication. 


(5) Review. Review fees shall be charged to requesters who 
make a commercial use request. Review fees shall be charged only 
for the initial record review - the review done when the FOIA 
Officer determines whether an exemption applies to a particular 
record at the initial request level. No charge will be made for 
review at the administrative appeal level for an exemption already 
applied. However, records withheld under an exemption that is 
subsequently determined not to apply may be reviewed again to 
determine whether any other exemption not previously considered 
applies, and the costs of that review are chargeable. Review fees 
shall be the direct costs of conducting the review by the involved 
employees. 


(d) Limitations on charging fees. (1) No search fee will be 
charged for requests by educational institutions, noncommercial 
scientific institutions, or representatives of the news media. 


(2) No search fee or review fee will be charged for a quarter- 
hour period unless more than half of that period is required for 
search or review. 


(3) Except for requesters seeking records for a commercial use, 
the FOIA Officer will provide without charge: 


(i) The first 100 pages of duplication (or the cost equivalent); 
and 


(ii) The first two hours of search (or the cost equivalent). 


(4) Whenever a total fee calculated under paragraph (c) of this 
section is $20.00 or less for any request, no fee will be charged. 
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(5) The provisions of paragraphs (d) (3) and (4) of this section 
work together. This means that for requesters other than those 
seeking records for a commercial use, no fee will be charged 
unless the cost of the search in excess of two hours plus the cost 
of duplication in excess of 100 pages totals more than $20.00. 


(e) Notice of anticipated fees over $20.00. When the FOIA 
Officer determines or estimates that the fees to be charged under 
this section will be more than $20.00, the FOIA Officer shall notify 
the requester of the actual or estimated fees, unless the requester 
has indicated a willingness to pay fees as high as those anticipated. 
If only a portion of the fee can be estimated readily, the FOIA 
Officer shall advise the requester that the estimated fee may be 
only a portion of the total fee. If the FOIA Officer has notified a 
requester that actual or estimated fees are more than $20.00, the 
FOIA Officer shall not consider the request received or process it 
further until the requester agrees to pay the anticipated total fee. 
Any such agreement should be in writing. A notice under this 
paragraph shall offer the requester an opportunity to discuss the 
matter with USPTO personnel in order to reformulate the request 
to meet the requester’s needs at a lower cost. 


(f) Charges for other services. Apart from the other provisions of 
this section, the FOIA Officer shall ordinarily charge the direct cost 
of special services. Such special services could include certifying 
that records are true copies or sending records by other than 
ordinary mail. 


(g) Charging interest. The FOIA Officer shall charge interest on 
any unpaid bill starting on the 31st calendar day following the date 
of billing the requester. Interest charges shall be assessed at the 
rate provided in 31 U.S.C. 3717 and accrue from the date of the 
billing until payment is received by the FOIA Officer. The FOIA 
Officer shall follow the provisions of the Debt Collection Act of 
1982 (Pub. L. 97- 365, 96 Stat. 1749), as amended, and its 
administrative procedures, including the use of consumer reporting 
agencies, collection agencies, and offset. 


(h) Aggregating requests. If a FOLA Officer reasonably believes 
that a requester or a group of requesters acting together is 
attempting to divide a request into a series of requests for the 
purpose of avoiding fees, the FOIA Officer may aggregate those 
requests and charge accordingly. The FOIA Officer may presume 
that multiple requests of this type made within a 30-calendar-day 
period have been made in order to avoid fees. If requests are 
separated by a longer period, the FOIA Officer shall aggregate 
them only if a solid basis exists for determining that aggregation is 
warranted under all the circumstances involved. Multiple requests 
involving unrelated matters shall not be aggregated. 


(i) Advance payments. (1) For requests other than those de- 
scribed in paragraphs (i)(2) and (3) of this section, the FOIA 
Officer shall not require the requester to make an advance 
payment: a payment made before work is begun or continued on a 
request. Payment owed for work already completed (i.e., a 
payment before copies are sent to a requester) is not an advance 
payment. 


(2) If the FOIA Officer determines or estimates that a total fee 
to be charged under this section will be more than $250.00, the 
requester must pay the entire anticipated fee before beginning to 
process the request, unless the FOIA Officer receives a satisfactory 
assurance of full payment from a requester who has a history of 
prompt payment. 


(3) If a requester has previously failed to pay a properly charged 
FOIA fee to USPTO or another responsible Federal agency within 
30 calendar days of the date of billing, the FOIA Officer shall 
require the requester to pay the full amount due, plus any 
applicable interest, and to make an advance payment of the full 
amount of any anticipated fee, before the FOIA Officer begins to 
process a new request or continues to process a pending request 
from that requester. 


(4) In cases in which the FOIA Officer requires payment under 
paragraphs (i)(2) or (3) of this section, the request shall not be 
considered received and further work will not be done on it until 
the required payment is received. 
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(5) Upon the completion of processing of a request, when a 
specific fee is determined to be payable and appropriate notice has 
been given to the requester, the FOIA Officer shall make records 
available to the requester only upon receipt of full payment of the 
fee. 


(j) Other statutes specifically providing for fees. The fee 
schedule of this section does not apply to fees charged under any 
statute (except for FOIA) that specifically requires USPTO or 
another responsible Federal agency to set and collect fees for 
particular types of records. If records responsive to requests are 
maintained for distribution by agencies operating such statutorily 
based fee schedule programs, the FOIA Officer shall inform 
requesters of how to obtain records from those sources. 


(k) Requirements for waiver or reduction of fees. (1) Records 
responsive to a request will be furnished without charge or at a 
charge reduced below that established under paragraph (c) of this 
section if the FOIA Officer determines, based on all available 
information, that the requester has demonstrated that: 


(i) Disclosure of the requested information is in the public 
interest because it is likely to contribute significantly to public 
understanding of the operations or activities of the Government; 
and 


(ii) Disclosure of the information is not primarily in the 
commercial interest of the requester. 


(2) To determine whether the first fee waiver requirement is met, 
the FOIA Officer shall consider the following factors: 


(i) The subject of the request: whether the subject of the 
requested records concerns the operations or activities of the 
Government. The subject of the requested records must concern 
identifiable operations or activities of the Federal Government, 
with a connection that is direct and clear, not remote or attenuated. 


(ii) The informative value of the information to be disclosed: 
whether the disclosure is “likely to contribute’’ to an understand- 
ing of Government operations or activities. The disclosable por- 
tions of the requested records must be meaningfully informative 
about Government operations or activities in order to be “likely to 
contribute’’ to an increased public understanding of those opera- 
tions or activities. The disclosure of information that already is in 
the public domain, in either a duplicative or a substantially 
identical form, would not be likely to contribute to such under- 
standing. 


(iii) The contribution to an understanding of the subject by the 
public likely to result from disclosure: whether disclosure of the 
requested information will contribute to the understanding of a 
reasonably broad audience of persons interested in the subject, as 
opposed to the individual understanding of the requester. A 
requester’s expertise in the subject area and ability and intention to 
effectively convey information to the public shall be considered. It 
shall be presumed that a representative of the news media satisfies 
this consideration. It shall be presumed that a requester who 
merely provides information to media sources does not satisfy this 
consideration. 


(iv) The significance of the contribution to public understand- 
ing: whether the disclosure is likely to contribute “significantly”’ 
to public understanding of Government operations or activities. 
The public’s understanding of the subject in question prior to the 
disclosure must be significantly enhanced by the disclosure. 


(3) To determine whether the second fee waiver requirement is 
met, the FOIA Officer shall consider the following factors: 


(i) The existence and magnitude of a commercial interest: 
whether the requester has a commercial interest that would be 
furthered by the requested disclosure. The FOIA Officer shall 
consider any commercial interest of the requester (with reference 
to the definition of “commercial use request’ in paragraph (b)(1) 
of this section), or of any person on whose behalf the requester 
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may be acting, that would be furthered by the requested disclosure. 
Requesters shall be given an opportunity to provide explanatory 
information regarding this consideration. 


(ii) The primary interest in disclosure: whether any identified 
commercial interest of the requester is sufficiently large, in 
comparison with the public interest in disclosure, that disclosure is 
“primarily in the commercial interest of the requester.’’ A fee 
waiver or reduction is justified if the public interest standard 
(paragraph (k)(1)(i) of this section) is satisfied and the public 
interest is greater than any identified commercial interest in 
disclosure. The FOIA Officer ordinarily shall presume that if a 
news media requester has satisfied the public interest standard, the 
public interest is the primary interest served by disclosure to that 
requester. Disclosure to data brokers or others who merely compile 
and market Government information for direct economic return 
shall not be presumed to primarily serve the public interest. 


(4) If only some of the records to be released satisfy the 
requirements for a fee waiver, a waiver shall be granted for those 
records. 


(5) Requests for the waiver or reduction of fees should address 
the factors listed in paragraphs (k) (2) and (3) of this section, 
insofar as they apply to each request. 


Subpart B - Privacy Act 
Sec. 102.21 Purpose and scope. 


(a) The purpose of this subpart is to establish policies and 
procedures for implementing the Privacy Act of 1974, as amended 
(5 U.S.C. 552a) (the Act). The main objectives are to facilitate full 
exercise of rights conferred on individuals under the Act and to 
ensure the protection of privacy as to individuals on whom USPTO 
maintains records in systems of records under the Act. USPTO 
accepts the responsibility to act promptly and in accordance with 
the Act upon receipt of any inquiry, request or appeal from a 
citizen of the United States or an alien lawfully admitted for 
permanent residence into the United States, regardless of the age 
of the individual. Further, USPTO accepts the obligations to 
maintain only such information on individuals as is relevant and 
necessary to the performance of its lawful functions, to maintain 
that information with such accuracy, relevancy, timeliness, and 
completeness as is reasonably necessary to assure fairness in 
determinations made by USPTO about the individual, to obtain 
information from the individual to the extent practicable, and to 
take every reasonable step to protect that information from 
unwarranted disclosure. USPTO will maintain no record describ- 
ing how an individual exercises rights guaranteed by the First 
Amendment unless expressly authorized by statute or by the 
individual about whom the record is maintained or unless pertinent 
to and within the scope of an authorized law enforcement activity. 
An individual’s name and address will not be sold or rented by 
USPTO unless such action is specifically authorized by law; 
however, this provision shall not be construed to require the 
withholding of names and addresses otherwise permitted to be 
made public. 


(b) This subpart is administered by the Privacy Officer of 
USPTO. 


(c) Matters outside the scope of this subpart include the 
following: 


(1) Requests for records which do not pertain to the individual 
making the request, or to the individual about whom the request is 
made if the requester is the parent or guardian of the individual; 


(2) Requests involving information pertaining to an individual 
which is in a record or file but not within the scope of a system of 
records notice published in the Federal Register, 


(3) Requests to correct a record where a grievance procedure is 
available to the individual either by regulation or by provision in 
a collective bargaining agreement with USPTO, and the individual 
has initiated, or has expressed in writing the intention of initiating, 
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such grievance procedure. An individual selecting the grievance 
procedure waives the use of the procedures in this subpart to 
correct or amend a record; and, 


(4) Requests for employee-employer services and counseling 
which were routinely granted prior to enactment of the Act, 
including, but not limited to, test calculations of retirement 
benefits, explanations of health and life insurance programs, and 
explanations of tax withholding options. 


(d) Any request for records which pertains to the individual 
making the request, or to the individual about whom the request is 
made if the requester is the parent or guardian of the individual, 
shall be processed under the Act and this subpart and under the 
Freedom of Information Act and USPTO’s implementing regula- 
tions at Subpart A of this part, regardless whether the Act or the 
Freedom of Information Act is mentioned in the request. 


Sec. 102.22 Definitions. 


(a) All terms used in this subpart which are defined in 5 U.S.C. 
552a shall have the same meaning herein. 


(b) As used in this subpart: 


(1) Act means the “Privacy Act of 1974, as amended (5 U.S.C. 
552a)’’. 


(2) Appeal means a request by an individual to review and 
reverse an initial denial of a request by that individual for 
correction or amendment. 


(3) USPTO means the United States Patent and Trademark 
Office. 


(4) Inquiry means either a request for general information 
regarding the Act and this subpart or a request by an individual (or 
that individual’s parent or guardian) that USPTO determine 
whether it has any record in a system of records which pertains to 
that individual. 


(5) Person means any human being and also shall include but 
not be limited to, corporations, associations, partnerships, trustees, 
receivers, personal representatives, and public or private organi- 
zations. 


(6) Privacy Officer means a USPTO employee designated to 
administer this subpart. 


(7) Request for access means a request by an individual or an 
individual’s parent or guardian to see a record which is in a 
particular system of records and which pertains to that individual. 


(8) Request for correction or amendment means the request by 
an individual or an individual’s parent or guardian that USPTO 
change (either by correction, amendment, addition or deletion) a 
particular record in a system of records which pertains to that 
individual. 


Sec. 102.23 Procedures for making inquiries. 


(a) Any individual, regardless of age, who is a citizen of the 
United States or an alien lawfully admitted for permanent resi- 
dence into the United States may submit an inquiry to USPTO. The 
inquiry should be made either in person at Crystal Park Two, 2121 
Crystal Park Drive, Suite 714, Arlington, Virginia, or by mail 
addressed to the Privacy Officer, United States Patent and Trade- 
mark Office, Washington DC 20231 or to the official identified in 
the notification procedures paragraph of the systems of records 
notice published in the Federal Register. If an individual believes 
USPTO maintains a record pertaining to that individual but does 
not know which system of records might contain such a record, the 
USPTO Privacy Officer will provide assistance in person or by 
mail. 


(b) Inquiries submitted by mail should include the words 
“PRIVACY ACT INQUIRY” in capital letters at the top of the 
letter and on the face of the envelope. If the inquiry is for general 
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information regarding the Act and this subpart, no particular 
information is required. USPTO reserves the right to require 
compliance with the identification procedures appearing at Sec. 
102.24(d) where circumstances warrant. If the inquiry is a request 
that USPTO determine whether it has, in a given system of 
records, a record which pertains to the individual, the following 
information should be submitted: 


(1) Name of individual whose record is sought; 


(2) Individual whose record is sought is either a U.S. citizen or 
an alien lawfully admitted for permanent residence; 


(3) Identifying data that will help locate the record (for example, 
maiden name, occupational license number, period or place of 
employment, etc.); 


(4) Record sought, by description and by record system name, if 
known; 


(5) Action requested (that is, sending information on how to 
exercise rights under the Act; determining whether requested 
record exists; gaining access to requested record; or obtaining 
copy of requested record); 


(6) Copy of court guardianship order or minor’s birth certificate, 
as provided in Sec. 102.24(f)(3), but only if requester is guardian 
or parent of individual whose record is sought; 


(7) Requester’s name (printed), signature, address, and tele- 
phone number (optional); 


(8) Date; and, 


(9) Certification of request by notary or other official, but only 
if 


(i) Request is for notification that requested record exists, for 
access to requested record or for copy of requested record; 


(ii) Record is not available to any person under 5 U.S.C. 552; 
and 


(iii) Requester does not appear before an employee of USPTO 
for verification of identity. 


(c) Any inquiry which is not addressed as specified in paragraph 
(a) of this section or which is not marked as specified in paragraph 
(b) of this section will be so addressed and marked by USPTO 
personnel and forwarded immediately to the Privacy Officer. An 
inquiry which is not properly addressed by the individual will not 
be deemed to have been “received’’ for purposes of measuring the 
time period for response until actual receipt by the Privacy Officer. 
In each instance when an inquiry so forwarded is received, the 
Privacy Officer shall notify the individual that his or her inquiry 
was improperly addressed and the date the inquiry was received at 
the proper address. 


(d)(1) Each inquiry received shall be acted upon promptly by 
the Privacy Officer. Every effort will be made to respond within ten 
working days (i.e., excluding Saturdays, Sundays and legal public 
holidays) of the date of receipt. If a response cannot be made 
within ten working days, the Privacy Officer shall send an 
acknowledgment during that period providing information on the 
status of the inquiry and asking for such further information as 
may be necessary to process the inquiry. The first correspondence 
sent by the Privacy Officer to the requester shall contain USPTO’s 
control number assigned to the request, as well as a note that the 
requester should use that number in all future contacts in order to 
facilitate processing. USPTO shall use that control number in all 
subsequent correspondence. 


(2) If the Privacy Officer fails to send an acknowledgment 
within ten working days, as provided above, the requester may ask 
the General Counsel to take corrective action. No failure of the 
Privacy Officer to send an acknowledgment shall confer adminis- 
trative finality for purposes of judicial review. 
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(e) An individual shall not be required to state a reason or 
otherwise justify his or her inquiry. 


(f) Special note should be taken of the fact that certain agencies 
are responsible for publishing notices of systems of records having 
Government-wide application to other agencies, including 
USPTO. The agencies known to be publishing these general 
notices and the types of records covered therein appear in an 
Appendix to this part. The provisions of this section, and particu- 
larly paragraph (a) of this section, should be followed in making 
inquiries with respect to such records. Such records in USPTO are 
subject to the provisions of this part to the extent indicated in the 
Appendix to this part. The exemptions, if any, determined by an 
agency publishing a general notice shall be invoked and applied by 
USPTO after consultation, as necessary, with that other agency. 


Sec. 102.24 Procedures for making requests for records. 


(a) Any individual, regardless of age, who is a citizen of the 
United States or an alien lawfully admitted for permanent resi- 
dence into the United States may submit a request for access to 
records to USPTO. The request should be made either in person at 
Crystal Park Two, 2121 Crystal Drive, Suite 714, Arlington, 
Virginia, or by mail addressed to the Privacy Officer, United States 
Patent and Trademark Office, Washington, DC 20231. 


(b) Requests submitted by mail should include the words 
“PRIVACY ACT REQUEST” in capital letters at the top of the 
letter and on the face of the envelope. Any request which is not 
addressed as specified in paragraph (a) of this section or which is 
not marked as specified in this paragraph will be so addressed and 
marked by USPTO personnel and forwarded immediately to the 
Privacy Officer. A request which is not properly addressed by the 
individual will not be deemed to have been “received’’ for 
purposes of measuring time periods for response until actual 
receipt by the Privacy Officer. In each instance when a request so 
forwarded is received, the Privacy Officer shall notify the indi- 
vidual that his or her request was improperly addressed and the 
date when the request was received at the proper address. 


(c) If the request follows an inquiry under Sec. 102.23 in 
connection with which the individual’s identity was established by 
USPTO, the individual need only indicate the record to which 
access is sought, provide the USPTO control number assigned to 
the request, and sign and date the request. If the request is not 
preceded by an inquiry under Sec. 102.23, the procedures of this 
section should be followed. 


(d) The requirements for identification of individuals seeking 
access to records are as follows: 


(1) In person. Each individual making a request in person shall 
be required to present satisfactory proof of identity. The means of 
proof, in the order of preference and priority, are: 


(i) A document bearing the individual’s photograph (for ex- 
ample, driver’s license, passport or military or civilian identifica- 
tion card); 


(ii) A document, preferably issued for participation in a federally 
sponsored program, bearing the individual’s signature (for ex- 
ample, unemployment insurance book, employer's identification 
card, national credit card, and professional, craft or union mem- 
bership card); and 


(iii) A document bearing neither the photograph nor the signa- 
ture of the individual, preferably issued for participation in a 
federally sponsored program (for example, Medicaid card). In the 
event the individual can provide no suitable documentation of 
identity, USPTO will require a signed statement asserting the 
individual’s identity and stipulating that the individual understands 
the penalty provision of 5 U.S.C. 552a(i)(3) recited in Sec. 
102.32(a). In order to avoid any unwarranted disclosure of an 
individual’s records, USPTO reserves the right to determine the 
adequacy of proof of identity offered by any individual, particu- 
larly when the request involves a sensitive record. 
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(2) Not in person. If the individual making a request does not 
appear in person before the Privacy Officer or other employee 
authorized to determine identity, a certification of a notary public 
or equivalent officer empowered to administer oaths must accom- 
pany the request under the circumstances prescribed in Sec. 
102.23(b)(9). The certification in or attached to the letter must be 
substantially in accordance with the following text: 


City of __ 





County of 





(Name of individual), who affixed (his) (her) signature below in 
my presence, came before me, a (title), in and for the aforesaid 
County and _ State, this day of 

, 20 and established 
(his) (her) identity to my satisfaction. 





My commission expires 





(Signature) 





(3) Parents of minors and legal guardians. An individual acting 
as the parent of a minor or the legal guardian of the individual to 
whom a record pertains shall establish his or her personal identity 
in the same manner prescribed in either paragraph (d)(1) or (d)(2) 
of this section. In addition, such other individual shall establish his 
or her identity in the representative capacity of parent or legal 
guardian. In the case of the parent of a minor, the proof of identity 
shall be a certified or authenticated copy of the minor’s birth 
certificate. In the case of a legal guardian of an individual who has 
been declared incompetent due to physical or mental incapacity or 
age by a court of competent jurisdiction, the proof of identity shall 
be a certified or authenticated copy of the court’s order. For 
purposes of the Act, a parent or legal guardian may represent only 
a living individual, not a decedent. A parent or legal guardian may 
be accompanied during personal access to a record by another 
individual, provided the provisions of Sec. 102.25(f) are satisfied. 


(e) When the provisions of this subpart are alleged to impede an 
individual in exercising his or her right to access, USPTO will 
consider, from an individual making a request, alternative sugges- 
tions regarding proof of identity and access to records. 


(f) An individual shall not be required to state a reason or 
otherwise justify his or her request for access to a record. 


Sec. 102.25 Disclosure of requested records to individuals. 


(a)(1) The Privacy Officer shall act promptly upon each request. 
Every effort will be made to respond within ten working days (i.e., 
excluding Saturdays, Sundays, and legal public holidays) of the 
date of receipt. If a response cannot be made within ten working 
days due to unusual circumstances, the Privacy Officer shall send 
an acknowledgment during that period providing information on 
the status of the request and asking for any further information that 
may be necessary to process the request. “Unusual circumstances” 
shall include circumstances in which 


(i) A search for and collection of requested records from inactive 
storage, field facilities or other establishments is required; 


(ii) A voluminous amount of data is involved; 


(iii) Information on other individuals must be separated or 
expunged from the particular record; or 


(iv) Consultations with other agencies having a substantial 
interest in the determination of the request are necessary. 


(2) If the Privacy Officer fails to send an acknowledgment 
within ten working days, as provided above, the requester may ask 
the General Counsel to take corrective action. No failure of the 
Privacy Officer to send an acknowledgment shall confer adminis- 
trative finality for purposes of judicial review. 
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(b) Grant of access - (1) Notification. An individual shall be 
granted access to a record pertaining to him or her, except where 
the provisions of paragraph (g)(1) of this section apply. The 
Privacy Officer will notify the individual of a determination to 
grant access, and provide the following information: 


(i) The methods of access, as set forth in paragraph (b)(2) of this 
section; 


(ii) The place at which the record may be inspected; 


(iii) The earliest date on which the record may be inspected and 
the period of time that the records will remain available for 
inspection. In no event shall the earliest date be later than thirty 
calendar days from the date of notification; 


(iv) The estimated date by which a copy of the record could be 
mailed and the estimate of fees pursuant to Sec. 102.31. In no 
event shall the estimated date be later than thirty calendar days 
from the date of notification; 


(v) The fact that the individual, if he or she wishes, may be 
accompanied by another individual during personal access, subject 
to the procedures set forth in paragraph (f) of this section; and, 


(vi) Any additional requirements needed to grant access to a 
specific record. 


(2) Methods of access. The following methods of access to 
records by an individual may be available depending on the 
circumstances of a given situation: 


(i) Inspection in person may be had in a location specified by the 
Privacy Officer during business hours; 


(ii) Transfer of records to a Federal facility more convenient to 
the individual may be arranged, but only if the Privacy Officer 
determines that a suitable facility is available, that the individual’s 
access can be properly supervised at that facility, and that 
transmittal of the records to that facility will not unduly interfere 
with operations of USPTO or involve unreasonable costs, in terms 
of both money and manpower; and 


(iii) Copies may be mailed at the request of the individual, 
subject to payment of the fees prescribed in Sec. 102.31. USPTO, 
on its own initiative, may elect to provide a copy by mail, in which 
case no fee will be charged the individual. 


(c) Access to medical records is governed by the provisions of 
Sec. 102.26. 


(d) USPTO will supply such other information and assistance at 
the time of access as to make the record intelligible to the 
individual. 


(e) USPTO reserves the right to limit access to copies and 
abstracts of original records, rather than the original records. This 
election would be appropriate, for example, when the record is in 
an automated data media such as tape or diskette, when the record 
contains information on other individuals, and when deletion of 
information is permissible under exemptions (for example, 5 
U.S.C. 552a(k)(2)). In no event shall original records of USPTO be 
made available to the individual except under the immediate 
supervision of the Privacy Officer or the Privacy Officer’s desig- 
nee. 


(f) Any individual who requests access to a record pertaining to 
that individual may be accompanied by another individual of his or 
her choice. “Accompanied”’ includes discussion of the record in 
the presence of the other individual. The individual to whom the 
record pertains shall authorize the presence of the other individual 
in writing. The authorization shall include the name of the other 
individual, a specific description of the record to which access is 
sought, the USPTO control number assigned to the request, the 
date, and the signature of the individual to whom the record 
pertains. The other individual shall sign the authorization in the 
presence of the Privacy Officer. An individual shall not be required 
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to state a reason or otherwise justify his or her decision to be 
accompanied by another individual during personal access to a 
record. 


(g) Initial denial of access - (1) Grounds. Access by 
individual to a record which pertains to that individual will 
denied only upon a determination by the Privacy Officer that: 


(i) The record is exempt under Sec. 102.33 or Sec. 102.34, 
exempt by determination of another agency publishing notice 
the system of records, as described in Sec. 102.23(f); 


(ii) The record is information compiled in reasonable anticipa- 
tion of a civil action or proceeding; 


(iii) The provisions of Sec. 102.26 pertaining to medical records 
temporarily have been invoked; or 


(iv) The individual has unreasonably failed to comply with the 
procedural requirements of this part. 


(2) Notification. The Privacy Officer shall give notice of denial 
of access to records to the individual in writing and shall include 
the following information: 


(i) The Privacy Officer’s name and title or position; 
(ii) The date of the denial; 


(iii) The reasons for the denial, including citation to the 
appropriate section of the Act and this part; 


(iv) The individual’s opportunities, if any, for further adminis- 
trative consideration, including the identity and address of the 
responsible official. If no further administrative consideration 
within USPTO is available, the notice shall state that the denial is 
administratively final; and 


(v) If stated to be administratively final within USPTO, the 
individual's right to judicial review provided under 5 U.S.C. 
552a(g)(1), as limited by 5 U.S.C. 552a(g)(5). 


(3) Administrative review. When an initial denial of a request is 
issued by the Privacy Officer, the individual's opportunities for 
further consideration shall be as follows: 


(i) As to denial under paragraph (g)(1)(i) of this section, two 
opportunities for further consideration are available in the alter- 
native: 


(A) If the individual contests the application of the exemption to 
the records, review procedures in Sec. 102.25(g)(3)(ii) shall apply; 
or 


(B) If the individual challenges the exemption itself, the 
procedure is a petition for the issuance, amendment, or repeal of a 
rule under 5 U.S.C. 553(e). If the exemption was determined by 
USPTO, such petition shall be filed with the General Counsel. If 
the exemption was determined by another agency (as described in 
Sec. 102.23(f)), USPTO will provide the individual with the name 
and address of the other agency and any relief sought by the 
individual shall be that provided by the regulations of the other 
agency. Within USPTO, no such denial is administratively final 
until such a petition has been filed by the individual and disposed 
of on the merits by the General Counsel. 


(ii) As to denial under paragraphs (g)(1)(ii) of this section, 
(g)(1)(iv) of this section or (to the limited extent provided in 
paragraph (g)(3)(iA) of this section) paragraph (g)(1)(i), the 
individual may file for review with the General Counsel, as 
indicated in the Privacy Officer’s initial denial notification. The 
procedures appearing in Sec. 102.28 shall be followed by both the 
individual and USPTO to the maximum extent practicable. 


(iii) As to denial under paragraph (g)(1)(iii) of this section, no 
further administrative consideration within USPTO is available 
because the denial is not administratively final until expiration of 
the time period indicated in Sec. 102.26(a). 
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(h) If a request is partially granted and partially denied, the 
Privacy Officer shall follow the appropriate procedures of this 
section as to the records within the grant and the records within the 
denial. 


Sec. 102.26 Special procedures: Medical records. 


(a) No response to any request for access to medical records by 
an individual will be issued by the Privacy Officer for a period of 
seven working days (i.e., excluding Saturdays, Sundays, and legal 
public holidays) from the date of receipt. 


(b) USPTO has published as a routine use, for all systems of 
records containing medical records, consultations with an indi- 
vidual’s physician or psychologist if, in the sole judgment of 
USPTO, disclosure could have an adverse effect upon the indi- 
vidual. The mandatory waiting period set forth in paragraph (a) of 
this section will permit exercise of this routine use in appropriate 
cases. USPTO will pay no cost of any such consultation 


(c) In every case of a request by an individual for access to 
medical records, the Privacy Officer shall: 


(1) Inform the individual of the waiting period prescribed in 
paragraph (a) of this section; 


(2) Obtain the name and address of the individual’s physician 
and/ or psychologist, if the individual consents to give them; 


(3) Obtain specific, written consent for USPTO to consult the 
individual’s physician and/or psychologist in the event that 
USPTO believes such consultation is advisable, if the individual 
consents to give such authorization; 


(4) Obtain specific, written consent for USPTO to provide the 
medical records to the individual’s physician or psychologist in the 
event that USPTO believes access to the record by the individual 
is best effected under the guidance of the individual’s physician or 
psychologist, if the individual consents to give such authorization; 
and 


(5) Forward the individual’s medical record to USPTO’s medi- 
cal expert for review and a determination on whether consultation 
with or transmittal of the medical records to the individual’s 
physician or psychologist is warranted. If the consultation with or 
transmittal of such records to the individual’s physician or 
psychologist is determined to be warranted, USPTO’s medical 
expert shall so consult or transmit. Whether or not such a 
consultation or transmittal occurs, USPTO’s medical officer shall 
provide instruction to the Privacy Officer regarding the conditions 
of access by the individual to his or her medical records. 


(d) If an individual refuses in writing to give the names and 
consents set forth in paragraphs (c)(2) through (c)(4) of this 
section and USPTO has determined that disclosure could have an 
adverse effect upon the individual, USPTO shall give the indi- 
vidual access to said records by means of a copy, provided without 
cost to the requester, sent registered mail return receipt requested. 


Sec. 102.27 Procedures for making requests for correction or 
amendment. 


(a) Any individual, regardless of age, who is a citizen of the 
United States or an alien lawfully admitted for permanent resi- 
dence into the United States may submit a request for correction or 
amendment to USPTO. The request should be made either in 
person or by mail addressed to the Privacy Officer who processed 
the individual’s request for access to the record, and to whom is 
delegated authority to make initial determinations on requests for 
correction or amendment. The office of the Privacy Officer is open 
to the public between the hours of 9:00 a.m. and 4:00 p.m., 
Monday through Friday (excluding legal public holidays). 


(b) Requests submitted by mail should include the words 
“PRIVACY ACT REQUEST” in capital letters at the top of the 
letter and on the face of the envelope. Any request which is not 
addressed as specified in paragraph (a) of this section or which is 
not marked as specified in this paragraph will be so addressed and 
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marked by USPTO personnel and forwarded immediately to the 
Privacy Officer. A request which is not properly addressed by the 
individual will not be deemed to have been “received’’ for 
purposes of measuring the time period for response until actual 
receipt by the Privacy Officer. In each instance when a request so 
forwarded is received, the Privacy Officer shall notify the indi- 
vidual that his or her request was improperly addressed and the 
date the request was received at the proper address. 


(c) Since the request, in all cases, will follow a request for 
access under Sec. 102.25, the individual's identity will be estab- 
lished by his or her signature on the request and use of the USPTO 
control number assigned to the request. 


(d) A request for correction or amendment should include the 
following: 


(1) Specific identification of the record sought to be corrected or 
amended (for example, description, title, date, paragraph, sen- 
tence, line and words); 


(2) The specific wording to be deleted, if any; 


(3) The specific wording to be inserted or added, if any, and the 
exact place at which to be inserted or added; and 


(4) A statement of the basis for the requested correction or 
amendment, with all available supporting documents and materials 
which substantiate the statement. The statement should identify the 
criterion of the Act being invoked, that is, whether the information 
in the record is unnecessary, inaccurate, irrelevant, untimely or 
incomplete. 


Sec. 102.28 Review of requests for correction or amendment. 


(a)(1)G) Not later than ten working days (i.e., excluding 
Saturdays, Sundays and legal public holidays) after receipt of a 
request to correct or amend a record, the Privacy Officer shall send 
an acknowledgment providing an estimate of time within which 
action will be taken on the request and asking for such further 
information as may be necessary to process the request. The 
estimate of time may take into account unusual circumstances as 
described in Sec. 102.25(a). No acknowledgment will be sent if the 
request can be reviewed, processed, and the individual notified of 
the results of review (either compliance or denial) within the ten 
working days. Requests filed in person will be acknowledged in 
writing at the time submitted. 


(ii) If the Privacy Officer fails to send the acknowledgment 
within ten working days, as provided in paragraph (a)(1)(i) of this 
section, the requester may ask the General Counsel to take 
corrective action. No failure of the Privacy Officer to send an 
acknowledgment shall confer administrative finality for purposes 
of judicial review. 


(2) Promptly after acknowledging receipt of a request, or after 
receiving such further information as might have been requested, 
or after arriving at a decision within the ten working days, the 
Privacy Officer shall either: 


(i) Make the requested correction or amendment and advise the 
individual in writing of such action, providing either a copy of the 
corrected or amended record or a statement as to the means 
whereby the correction or amendment was effected in cases where 
a copy cannot be provided (for example, erasure of information 
from a record maintained only in magnetically recorded computer 
files); or 


(ii) Inform the individual in writing that his or her request is 
denied and provide the following information: 


(A) The Privacy Officer’s name and title or position; 
(B) The date of the denial; 


(C) The reasons for the denial, including citation to the 
appropriate sections of the Act and this subpart; and 
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(D) The procedures for appeal of the denial as set forth in Sec. 
102.29, including the address of the General Counsel. 


(3) The term promptly in this section means within thirty 
working days (i.e., excluding Saturdays, Sundays, and legal public 
holidays). If the Privacy Officer cannot make the determination 
within thirty working days, the individual will be advised in 
writing of the reason therefor and of the estimated date by which 
the determination will be made. 


(b) Whenever an individual’s record is corrected or amended 
pursuant to a request by that individual, the Privacy Officer shall 
be responsible for notifying all persons and agencies to which the 
corrected or amended portion of the record had been disclosed 
prior to its correction or amendment, if an accounting of such 
disclosure required by the Act was made. The notification shall 
require a recipient agency maintaining the record to acknowledge 
receipt of the notification, to correct or amend the record, and to 
apprise any agency or person to which it had disclosed the record 
of the substance of the correction or amendment. 


(c) The following criteria will be considered by the Privacy 
Officer in reviewing a request for correction or amendment: 


(1) The sufficiency of the evidence submitted by the individual; 
(2) The factual accuracy of the information; 


(3) The relevance and necessity of the information in terms of 
purpose for which it was collected; 


(4) The timeliness and currency of the information in light of the 
purpose for which it was collected; 


(5) The completeness of the information in terms of the purpose 
for which it was collected; 


(6) The degree of risk that denial of the request could unfairly 
result in determinations adverse to the individual; 


(7) The character of the record sought to be corrected or 
amended; and 


(8) The propriety and feasibility of complying with the specific 
means of correction or amendment requested by the individual. 


(d) USPTO will not undertake to gather evidence for the 
individual, but does reserve the right to verify the evidence which 
the individual submits. 


(e) Correction or amendment of a record requested by an 
individual will be denied only upon a determination by the Privacy 
Officer that: 


(1) The individual has failed to establish, by a preponderance of 
the evidence, the propriety of the correction or amendment in light 
of the criteria set forth in paragraph (c) of this section; 


(2) The record sought to be corrected or amended is part of the 
official record in a terminated judicial, quasi-judicial, or quasi- 
legislative proceeding to which the individual was a party or 
participant; 


(3) The information in the record sought to be corrected or 
amended, or the record sought to be corrected or amended, is the 
subject of a pending judicial, quasi-judicial, or quasi-legislative 
proceeding to which the individual is a party or participant; 


(4) The correction or amendment would violate a duly enacted 
statute or promulgated regulation; or 


(5) The individual has unreasonably failed to comply with the 
procedural requirements of this part. 


(f) If a request is partially granted and partially denied, the 
Privacy Officer shall follow the appropriate procedures of this 
section as to the records within the grant and the records within the 
denial. 
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Sec. 102.29 Appeal of initial adverse determination on corre-tion 
or amendment. 


(a) When a request for correction or amendment has been denied 
initially under Sec. 102.28, the individual may submit a written 
appeal within thirty working days (i.e., excluding Saturdays, 
Sundays and legal public holidays) after the date of the initial 
denial. When an appeal is submitted by mail, the postmark is 
conclusive as to timeliness. 


(b) An appeal should be addressed to the General Counsel, 
United States Patent and Trademark Office, Washington, DC 
20231. An appeal should include the words “PRIVACY AP- 
PEAL”’ in capital letters at the top of the letter and on the face of 
the envelope. An appeal not addressed and marked as provided 
herein will be so marked by USPTO personnel when it is so 
identified and will be forwarded immediately to the General 
Counsel. An appeal which is not properly addressed by the 
individual will not be deemed to have been “received’’ for 
purposes of measuring the time periods in this section until actual 
receipt by the General Counsel. In each instance when an appeal so 
forwarded is received, the General Counsel shall notify the 
individual that his or her appeal was improperly addressed and the 
date when the appeal was received at the proper address. 


(c) The individual’s appeal shall include a statement of the 
reasons why the initial denial is believed to be in error and 
USPTO’s control number assigned to the request. The appeal shall 
be signed by the individual. The record which the individual 
requests be corrected or amended and all correspondence between 
the Privacy Officer and the requester will be furnished by the 
Privacy Officer who issued the initial denial. Although the fore- 
going normally will comprise the entire record on appeal, the 
General Counsel may seek additional information necessary to 
assure that the final determination is fair and equitable and, in such 
instances, disclose the additional information to the individual to 
the greatest extent possible, and provide an opportunity for 
comment thereon. 


(d) No personal appearance or hearing on appeal will be 
allowed. 


(e) The General Counsel shall act upon the appeal and issue a 
final determination in writing not later than thirty working days 
(i.e., excluding Saturdays, Sundays and legal public holidays) 
from the date on which the appeal is received, except that the 
General Counsel may extend the thirty days upon deciding that a 
fair and equitable review cannot be made within that period, but 
only if the individual is advised in writing of the reason for the 
extension and the estimated date by which a final determination 
will issue. The estimated date should not be later than the sixtieth 
working day after receipt of the appeal unless unusual circum- 
stances, as described in Sec. 102.25(a), are met. 


(f) If the appeal is determined in favor of the individual, the final 
determination shall include the specific corrections or amendments 
to be made and a copy thereof shall be transmitted promptly both 
to the individual and to the Privacy Officer who issued the initial 
denial. Upon receipt of such final determination, the Privacy 
Officer promptly shall take the actions set forth in Sec. 
102.28(a)(2)(i) and (b). 


(g) If the appeal is denied, the final determination shall be 
transmitted promptly to the individual and state the reasons for the 
denial. The notice of final determination also shall inform the 
individual of the following: 


(1) The right of the individual under the Act to file a concise 
statement of reasons for disagreeing with the final determination. 
The statement ordinarily should not exceed one page and USPTO 
reserves the right to reject a statement of excessive length. Such a 
statement shall be filed with the General Counsel. It should 
provide the USPTO control number assigned to the request, 
indicate the date of the final determination and be signed by the 
individual. The General Counsel shall acknowledge receipt of such 
statement and inform the individual of the date on which it was 
received. 
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(2) The facts that any such disagreement statement filed by the 
individual will be noted in the disputed record, that the purposes 
and uses to which the statement will be put are those applicable to 
the record in which it is noted, and that a copy of the statement will 
be provided to persons and agencies to which the record is 
disclosed subsequent to the date of receipt of such statement; 


(3) The fact that USPTO will append to any such disagreement 
statement filed by the individual, a copy of the final determination 
or summary thereof which also will be provided to persons and 
agencies to which the disagreement statement is disclosed; and, 


The right of the individual to judicial review of the final 
determination under 5 U.S.C. 552a(g)(1)(A), as limited by 5 
U.S.C. 552a(g)(5). 


(h) In making the final determination, the General Counsel shall 
employ the criteria set forth in Sec. 102.28(c) and shall deny an 
appeal only on the grounds set forth in Sec. 102.28(e). 


(i) If an appeal is partially granted and partially denied, the 
General Counsel shall follow the appropriate procedures of this 
section as to the records within the grant and the records within the 
denial. 


(j) Although a copy of the final determination or a summary 
thereof will be treated as part of the individual’s record for 
purposes of disclosure in instances where the individual has filed 
a disagreement statement, it will not be subject to correction or 
amendment by the individual. 


(k) The provisions of paragraphs (g)(1) through (g)(3) of this 
section satisfy the requirements of 5 U.S.C. 552a(e)(3). 


Sec. 102.30 Disclosure of record to person other than the indi- 
vidual to whom it pertains. 


(a) USPTO may disclose a record pertaining to an individual to 
a person other than the individual to whom it pertains only in the 
following instances: 


(1) Upon written request by the individual, including authori- 
zation under Sec. 102.25(f); 


(2) With the prior written consent of the individual; 
(3) To a parent or legal guardian under 5 U.S.C. 552a(h); 


(4) When required by the Act and not covered explicitly by the 
provisions of 5 U.S.C. 552a(b); and 


When permitted under 5 U.S.C. 552a(b)(1) through (12), which 
read as follows:' 


'. § U.S.C. 552a(b)(4) has no application within USPTO. 


(i) To those officers and employees of the agency which 
maintains the record who have a need for the record in the 
performance of their duties; 


(ii) Required under 5 U.S.C. 552; 


(iii) For a routine use as defined in 5 U.S.C. 552a(a)(7) and 
described under 5 U.S.C. 552a(e)(4)(D); 


(iv) To the Bureau of the Census for purposes of planning or 
carrying out a census or survey or related activity pursuant to the 
provisions of Title 13; 


(v) To a recipient who has provided the agency with advance 
adequate written assurance that the record will be used solely as a 
statistical research or reporting record, and the record is to be 
transferred in a form that is not individually identifiable; 


(vi) To the National Archives and Records Administration as a 
record which has sufficient historical or other value to warrant its 
continued preservation by the United States Government, or for 
evaluation by the Archivist of the United States or the designee of 
the Archivist to determine whether the record has such value; 





Fesruary 20, 2001 


(vii) To another agency or to an instrumentality of any govern- 
mental jurisdiction within or under the control of the United States 
for a civil or criminal law enforcement activity if the activity is 
authorized by law, and if the head of the agency or instrumentality 
has made a written request to the agency which maintains the 
record specifying the particular portion desired and the law 
enforcement activity for which the record is sought; 


(viii) To a person pursuant to a showing of compelling circum- 
stances affecting the health or safety of an individual if upon such 
disclosure notification is transmitted to the last known address of 
such individual; 


(ix) To either House of Congress, or, to the extent of matter 
within its jurisdiction, any committee or subcommittee thereof, 
any joint committee of Congress or subcommittee of any such 
joint committee; 


(x) To the Comptroller General, or any of his authorized 
representatives, in the course of the performance of the duties of 
the General Accounting Office; 


(xi) Pursuant to the order of a court of competent jurisdiction; or 


(xii) To a consumer reporting agency in accordance with section 
3711(e) of Title 31. 


(b) The situations referred to in paragraph (a)(4) of this section 
include the following: 


(1) 5 U.S.C. 552a(c)(4) requires dissemination of a corrected or 
amended record or notation of a disagreement statement by 
USPTO in certain circumstances; 


(2) 5 U.S.C. 552a(d) requires disclosure of records to the 
individual to whom they pertain, upon request; and 


(3) 5 U.S.C. 552a(g) authorizes civil action by an individual and 
requires disclosure by USPTO to the court. 


(c) The Privacy Officer shall make an accounting of each 
disclosure by him of any record contained in a system of records 
in accordance with 5 U.S.C. 552a(c) (1) and (2). Except for a 
disclosure made under 5 U.S.C. 552a(b)(7), the Privacy Officer 
shall make such accounting available to any individual, insofar as 
it pertains to that individual, on request submitted in accordance 
with Sec. 102.24. The Privacy Officer shall make reasonable 
efforts to notify any individual when any record in a system of 
records is disclosed to any person under compulsory legal process, 
promptly upon being informed that such process has become a 
matter of public record. 


Sec. 102.31 Fees. 


The only fees to be charged to or collected from an individual 
under the provisions of this part are for duplication of records at 
the request of the individual. The Privacy Officer shall charge fees 
for duplication of records under the Act in the same way in which 
they charge duplication fees under Sec. 102.11, except as provided 
in this section. 


(a) No fees shall be charged or collected for the following: 
Search for and retrieval of the records; review of the records; 
copying at the initiative of USPTO without a request from the 
individual; transportation of records and personnel; and first-class 
postage. 


(b) It is the policy of USPTO to provide an individual with one 
copy of each record corrected or amended pursuant to his or her 
request without charge as evidence of the correction or amend- 
ment. 


(c) As required by the United States Office of Personnel 
Management in its published regulations implementing the Act, 
USPTO will charge no fee for a single copy of a personne! record 
covered by that agency’s Government-wide published notice of 
systems of records. 
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Sec. 102.32 Penalties. 


(a) The Act provides, in pertinent part: Any person who 
knowingly and willfully requests or obtains any record concerning 
an individual from an agency under false pretenses shall be guilty 
of a misdemeanor and fined not more than $5,000. (5 U.S.C. 
552a(i)(3)). 


(b) A person who falsely or fraudulently attempts to obtain 
records under the Act also may be subject to prosecution under 
such other criminal statutes as 18 U.S.C. 494, 495 and 1001. 


Sec. 102.33 General exemptions. 


(a) Individuals may not have access to records maintained by 
USPTO but which were provided by another agency which has 
determined by regulation that such information is subject to 
general exemption under 5 U.S.C. 552a(j). If such exempt records 
are within a request for access, USPTO will advise the individual 
of their existence and of the name and address of the source 
agency. For any further information concerning the record and the 
exemption, the individual must contact that source agency. 


(b) The general exemption determined to be necessary and 
proper with respect to systems of records maintained by USPTO, 
including the parts of each system to be exempted, the provisions 
of the Act from which they are exempted, and the justification for 
the exemption, is as follows: Investigative Records - Contract and 
Grant Frauds and Employee Criminal Misconduct - COM- 
MERCE/DEPT.-12. Pursuant to 5 U.S.C. 552a(j)(2), these records 
are hereby determined to be exempt from all provisions of the Act, 
except 5 U.S.C. 552a (b), (c) (1) and (2), (e)(4) (A) through (F), (e) 
(6), (7), (9), (10), and (11), and (i). These exemptions are necessary 
to insure the proper functions of the law enforcement activity, to 
protect confidential sources of information, to fulfill promises of 
confidentiality, to prevent interference with law enforcement 
proceedings, to avoid the disclosure of investigative techniques, to 
avoid the endangering of law enforcement personnel, to avoid 
premature disclosure of the knowledge of criminal activity and the 
evidentiary bases of possible enforcement actions, and to maintain 
the integrity of the law enforcement process. 


Sec. 102.34 Specific exemptions. 


(a)(1) Some systems of records under the Act which are 
maintained by USPTO contain, from time-to-time, material subject 
to the exemption appearing at 5 U.S.C. 552a(k)(1), relating to 
national defense and foreign policy materials. The systems of 
records published in the Federal Register by USPTO which are 
within this exemption are: COMMERCE/PAT-TM-6, COM- 
MERCE/PAT-TM-7, COMMERCE/PAT-TM-8, COMMERCE/ 
PAT- TM-9. 


(2) USPTO hereby asserts a claim to exemption of such 
materials wherever they might appear in such systems of records, 
or any systems of records, at present or in the future. The materials 
would be exempt from 5 U.S.C. 552a (c)(3), (d), (e)(1), (e)(4) (G), 
(H), and (I), and (f) to protect materials required by Executive 
order to be kept secret in the interest of the national defense and 
foreign policy. 


(b) The specific exemptions determined to be necessary and 
proper with respect to systems of records maintained by USPTO, 
including the parts of each system to be exempted, the provisions 
of the Act from which they are exempted, and the justification for 
the exemption, are as follows: 


(1)G) Exempt under 5 U.S.C. 552a(k)(2). The systems of 
records exempt (some only conditionally), the sections of the Act 
from which exempted, and the reasons therefor are as follows: 


(A) Investigative Records - Contract and Grant Frauds and 
Employee Criminal Misconduct - COMMERCE/DEPT-12, but 
only on condition that the general exemption claimed in Sec. 
102.33(b)(3) is held to be invalid; 


(B) Investigative Records - Persons Within the Investigative 
Jurisdiction of USPTO - COMMERCE/DEPT-13; 
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(C) Litigation, Claims and Administrative 
Records - COMMERCE/DEPT- 14; 


Proceeding 


(D) Attorneys and Agents Registered to Practice Before the 
Office - COMMERCE/PAT-TM- 1 


(E) Complaints, Investigations and Disciplinary Proceedings 
Relating to Registered Patent Attorneys and Agents - COM- 
MERCE/PAT-TM-2; and 


(F) Non-Registered Persons Rendering Assistance to Patent 
Applicants - COMMERCE/PAT-TM-S. 


(ii) The foregoing are exempted from 5 U.S.C. 552a (c)(3), (d), 
(e)(1), (e4)(G), (H), and (1), and (f). The reasons for asserting the 
exemption are to prevent subjects of investigation from frustrating 
the investigatory process, to insure the proper functioning and 
integrity of law enforcement activities, to prevent disclosure of 
investigative techniques, to maintain the ability to obtain necessary 
information, to fulfill commitments made to sources to protect 
their identities and the confidentiality of information and to avoid 
endangering these sources and law enforcement personnel. Special 
note is taken of the fact that the proviso clause in this exemption 
imports due process and procedural protections for the individual. 
The existence and general character of the information exempted 
will be made known to the individual to whom it pertains. 


(2)(i) Exempt under 5 U.S.C. 552a(k)(5). The systems of 
records exempt (some only conditionally), the sections of the act 
from which exempted, and the reasons therefor are as follows: 


(A) Investigative Records - Contract and Grant Frauds and 
Employee Criminal Misconduct - COMMERCE/DEPT-12, but 
only on condition that the general exemption claimed in Sec. 
102.33(b)(3) is held to be invalid; 


(B) Investigative Records - Persons Within the Investigative 
Jurisdiction of USPTO - COMMERCE/DEPT- 13; and 


(C) Litigation, Claims, and Administrative Proceeding 
Records - COMMERCE/DEPT- 14. 

(ii) The foregoing are exempted from 5 U.S.C. 552a (c)(3), (d), 
(e)(1), (e)(4) (G), (H), and (1), and (f). The reasons for asserting the 
exemption are to maintain the ability to obtain candid and 
necessary information, to fulfill commitments made to sources to 
protect the confidentiality of information, to avoid endangering 
these sources and, ultimately, to facilitate proper selection or 
continuance of the best applicants or persons for a given position 
or contract. Special note is made of the limitation on the extent to 
which this exemption may be asserted. The existence and general 
character of the information exempted will be made known to the 
individual to whom it pertains. 


(c) At the present time, USPTO claims no exemption under 5 
U.S.C. 552a(k) (3), (4), (6) and (7). 


Appendix to Part 102 - Systems of Records Noticed by Other 
Federal Agencies! and Applicable to USPTO Records and Appli- 
cability of This Part Thereto 





Category of records 
Federal Personnel Records 


Other Federal agency 

Office of Personnel Manage- 
ment.* 

Federal Employee Department of Labor.* 
Compensation Act Program. 
Equal Employment 
Opportunity 

Appeal Complaints. 

Formal Complaints/ 
Appeals of Adverse 
Personnel Actions. 


Equal Employment 
Opportunity Commission.* 


Merit Systems 
Protection Board.° 





' Other than systems of records noticed by the Department of 
Commerce. Where the system of records applies only to USPTO, 
these regulationsapply. Where the system of records applies 
generally to components ofthe Department of Commerce, the 
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regulations of that department attachat the point of any denial for 
access or for correction or amendment. 
? The provisions of this part do not apply to these records covered 
by notices of systems of records published by the Office of 
Personnel Management for all agencies. The regulations of OPM 
alone apply. 
* The provisions of this part apply only initially to these records 
covered by notices of systems of records published by the U.S. 
Department of Labor for all agencies. The regulations of thatde- 
partment attach at the point of any denial for access or forcorrec- 
tion or amendment. 
* The provisions of this part do not apply to these records covered 
by notices of systems of records published by the Equal Employ- 
ment Opportunity Commission for all agencies. The regulations of 
the Commission alone apply. 
> The provisions of this part do not apply to these records covered 
by notices of systems of records published by the Merit Systems 
Protection Board for all agencies. The regulations of the Board 
alone apply. 
June 29, 2000 Q. TODD DICKINSON 
Under Secretary of Commerce for 
Intellectual Property and Director of the 
United States Patent and Trademark Office 
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(43) PSIRF Hours Changing 

Beginning November 15, 1999, the Public Patent Search and 
Image Retrieval Facility (PSIRF) will close at 5 PM daily. Hours 
of operation will then be 8 AM to 5 PM Monday through Friday. 
Equivalent patent automated search is available in the Public 
Patent Search Room (PSR) in Crystal Plaza 3 lobby from 8 AM to 
8 PM. The number of workstations in the PSR has been substan- 
tially increased and will accommodate expected user needs. 
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(44) Public User Identification Passes 


USPTO Public Search Facilities 


The USPTO Public Search Services Division, responsible for 
the public search facilities in the Patent Search Room and the 
Trademark Search Library, is installing the new User Identification 
Pass system announced in the Official Gazette dated January 6, 
1998. This system will replace the current passes used in the 
facilities with a new user number and a laminated identification 
badge. Later reissues of the badge are expected to add a photo of 
the user. Badges will be reissued every January upon validating 
and updating identification information. Information will be digi- 
tally stored so that validation and reissue will be speedy. There is 
a $15 fee for replacement of lost or forgotten badges; first issue 
and annual reissues are without fee. Badges must be visible at all 
times within the Patent Office building complex. The new user 
numbers will be used by the File Information Unit for public users 
requesting and checking out files. 

Patrons using the Patent and Trademark Public Search Facilities 
as well as office areas must obtain a new badge before entering the 
Patent and Trademark Office complex. The process takes five to 
ten minutes for a first time issue. Effective immediately, equipment 
is available to issue the new badges for both patent and trademark 
public users at the Patent Search Room Reception Desk in Crystal 
Plaza 3, Lobby. The Patent Search Room is open Monday through 
Friday from 8 AM to 8 PM. The new User Passes will be required 
after August 15, 1998; old passes will not be valid after this date. 
August 3, 1998 WESLEY H. GEWEHR 

Administrator for 
Information Dissemination 
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(45) DEPARTMENT OF COMMERCE 


United States Patent and Trademark Office 
37 CFR Part 102 
RIN: 0651-AB21 


Public Information, Freedom of Information and Privacy 


AGENCY: United States Patent and Trademark Office, Com- 
merce. 


ACTION: Final rule. 


SUMMARY: The United States Patent and Trademark Office 
(USPTO) adds regulations implementing the Freedom of Informa- 
tion Act (FOIA), including the Electronic Freedom of Information 
Act (EFOIA) Amendments of 1996, and the Privacy Act (PA). 


DATES: Effective October 2, 2000. 


FOR FURTHER INFORMATION CONTACT: Joseph G. Pic- 
colo, 703-305-9035. 


SUPPLEMENTARY INFORMATION: This rule was proposed 
in a notice of proposed rulemaking published at 65 FR 41903 on 
July 7, 2000. Background information on this rule may be found in 
that notice. A public-interest group sent a comment with eleven 
recommendations. A section of a bar association submitted a 
comment with a single recommendation. 


Discussion of comments 


(1) The first comment recommended deletion of the phrase 
“created by USPTO” in § 102.2(b). The comment appears to 
interpret the phrase as a limitation on what the FOIA Officer may 
have posted on the USPTO Web page. Since the comment's 
interpretation is not consistent with the plain language of the rule, 
the recommendation will not be adopted. 

(2) The first comment recommended changing the date for 
determining responsive records in § 102.5(a) from the date of the 
request to the date of the response because requesters might be 
injured by processing delays. The recommendation is not adopted 
because it would exacerbate the problem it intends to address. The 
comment’s proposal creates a circular definition for the response 
date because completion of processing would trigger a new search 
requiring further processing. Such a practice would increase 
processing time for all cases and would likely lead to inconsistent 
results.This recommendation is not adopted because it is not 
required by law and it would be administratively unworkable. 

(3) The first comment recommended that § 102.5(b) be revised 
to limit referrals to other agencies to situations in which the other 
agency retained control over the requested record and the referral 
would not delay a response. The first part of the recommendation 
is not workable because the originating agency is often the best, 
even the only, agency in a position to determine the releasability of 
the record. The second part of the test is impossible to predict 
before the referral is made and, in any case, could require USPTO 
to waive another agency’s exemptions routinely without consulta- 
tion.Moreover, the comment appears to interpret the rule as barring 
the FOIA Officer from responding to a request that has been 
referred to another agency for consultation. Since that interpreta- 
tion is not consistent with the plain language of the rule, the 
recommendation is not adopted. 

(4) The first comment recommends eliminating what it charac- 
terizes as a “pre-suit, non-judicial extension of time for the 
completion of requests” in § 102.6(c)(3). The paragraph in 
question does not provide for such extensions. Since the rule 
simply places requesters on notice that there may be circumstances 
in which a backlog may excuse a delay, the recommendation is not 
adopted. 

(5) The first comment recommends elimination of the last 
sentence of § 102.6(c)(3). The comment interprets the sentence as 
suggesting a jurisdictional bar to judicial review when a requester 
refuses to work with USPTO to permit a timely response. The 
sentence simply notes that a court might take a requester’s conduct 
into account before reaching the merits of a complaint. Since the 
comment’s interpretation is not consistent with the language of the 
rule, the recommendation is not adopted. 
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(6) The first comment recommends that § 102.6(d)(1) be revised 
to provide specific standards for multitracking. There is no basis in 
USPTO for more specific standards for multitracking at this time. 
When more specific standards become necessary, USPTO will 
promulgate them in accordance with 5 U.S.C. 552(a)(6)(D)(i). 

(7) The first comment recommends revising the sections that 
require payment before the search results are released. The 
comment characterizes this requirement as an impermissible 
advance payment. The comment’s characterization is inconsistent 
with Strout v. United States Parole Comm’n, 40 F.3d 136, 139 (6th 
Cir. 1994).Paragraph § 102.11(i) explicitly bars the FOLIA Officer 
from requiring advance payment except as permitted by statute 
and the case law. The recommendation is not adopted. 

(8) The first comment recommends eliminating the provision in 
§ 102.11(i)(4) that a request in which advance payment may be 
required is not considered received until the advance payment is 
received. Adopting the recommendation would create the para- 
doxical situation in which the USPTO response is untimely even 
though the advanced payment was never received or was received 
so late that no response was possible. The only alternative USPTO 
would have would be to process the request without any assurance 
that it would be paid in precisely the situation where the statute 
permits a requirement of advance payment. The rule provides a 
reasonable interpretation of the statute that eliminates the paradox. 
The recommendation is not adopted. 

(9) The first comment recommends eliminating the last sentence 
of § 102.11(k)(2)(ii). The comment appears to interpret this 
provision as barring the FOIA Officer from granting a fee waiver 
to a second requester of previously released information. The plain 
language of the rule does not compel that result, but rather requires 
the FOIA Officer to evaluate that issue in the context of a specific 
request. Since the comment’s interpretation is not consistent with 
the language of the rule, the recommendation is not adopted. 

(10) The first comment recommends eliminating the provision 
in § 102.9(f) that permits the submitter of business information 
from pointing out all available exemptions from disclosure. It is 
not clear from the comment what basis USPTO would have to 
censor a business submitter from pointing out any exemption that 
might meet its interest in keeping its confidential information from 
disclosure. Moreover, the point of the rule is to ensure that a 
business submitter makes its entire case in a single response rather 
than advancing exemptions in a piecemeal fashion. The recom- 
mendation is not adopted. 

(11) The first comment recommends revising the last sentence 
of § 102.10(d), which provides that an administrative appeal may 
continue after a requester has initiated a civil action. The comment 
appears to interpret paragraph (d) as requiring some requesters to 
choose between continuing an administrative appeal and filing a 
civil action. The sentence does not force such an election, but 
rather simply puts requesters on notice of a practice that is not 
universal in judicial review of USPTO action. Since the com- 
ment’s interpretation is not consistent with the language of the 
tule, the recommendation is not adopted. 

(12) The second comment recommends that USPTO make the 
material available under § 102.2(c)(4)-(6) also available at the 
USPTO web site (www.uspto.gov). The recommendation is al- 
ready adopted in § 102.2(b) for materials created on or after the 
effective date of the EFOIA amendments, November 1, 1996. 


Other considerations 


This rule is not significant under Executive Order 12866. 

This rule does not contain a “collection of information” as 
defined by the Paperwork Reduction Act (44 U.S.C. ch. 35). 

In accordance with the Regulatory Flexibility Act (5 U.S.C. 
605(b)), USPTO has certified that this rule will not have a 
significant economic impact on a substantial number of small 
entities. 


List of Subjects in 37 CFR Part 102 


Administrative practice and procedure, Freedom of Information, 
Privacy, Public information. 

For the reasons stated in the preamble, amend 37 CFR Chapter 
I by adding Part 102 to read: 
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PART 102 
TION 


-- DISCLOSURE OF GOVERNMENT INFORMA- 


SUBPART A -- FREEDOM OF INFORMATION ACT 
Sec. 


102.1 General 

102.2 Public reference facilities 

102.3 Records under FOIA 

102.4 Requirements for making requests 

102.5 Responsibility for responding to requests 

102.6 Time limits and expedited processing 

102.7 Responses to requests 

102.9 Business Information 

102.10 Appeals from initial determinations or untimely delays 
102.11 Fees 


SUBPART B -- PRIVACY ACT 


102.21 Purpose and Scope 

102.22 Definitions 

102.23 Procedures for making inquiries 

102.24 Procedures for making requests for records 

102.25 Disclosure of requested records to individuals 

102.26 Special procedures: Medical records 

102.27 Procedures for making requests for correction or amend- 
ment 

102.28 Review of requests for correction or amendment 

102.29 Appeal of initial adverse determination on correction or 
amendment 

102.30 Disclosure of record to person other than the individual 
to whom it pertains 

102.31 Fees 

102.32 Penalties 

102.33 General exemptions 

102.34 Specific exemptions 


Appendix to Part 102 -- Systems of Records Noticed by Other 


Federal Agencies and Applicable to USPTO Records, and Appli- 
cability of this Part Thereto 


Authority: 5 U.S.C. 552; 5 U.S.C. 552a; 5 U.S.C. 553; 31 U.S.C. 
3717; 35 U.S.C. 2(b)(2), 21, 41, 42, 122; 44 U.S.C. 3101. 


SUBPART A -- FREEDOM OF INFORMATION ACT 
§ 102.1 General. 


(a) The information in this part is furnished for the guidance of 
the public and in compliance with the requirements of the Freedom 
of Information Act (FOIA), as amended (5 U.S.C. 552). This part 
sets forth the procedures the United States Patent and Trademark 
Office (USPTO) follows to make publicly available the materials 
and indices specified in 5 U.S.C. 552(a)(2) and records requested 
under 5 U.S.C. 552(a)(3).Information routinely provided to the 
public as part of a regular USPTO activity (for example, press 
releases issued by the Office of Public Affairs) may be provided to 
the public without following this part. USPTO’s policy is to make 
discretionary disclosures of records or information exempt from 
disclosure under FOIA whenever disclosure would not foreseeably 
harm an interest protected by a FOIA exemption, but this policy 
does not create any right enforceable in court. 

(b) As used in this subpart, FOIA Officer means the USPTO 
employee designated to administer FOIA for USPTO. To ensure 
prompt processing of a request, correspondence should be ad- 
dressed to the FOIA Officer, United States Patent and Trademark 
Office, WASHINGTON DC 20231 or delivered by hand to Crystal 
Park Two, 2121 Crystal Drive, Suite 714, Arlington, Virginia. 


§ 102.2 Public reference facilities. 


(a) USPTO maintains a public reference facility that contains 
the records FOIA requires to be made regularly available for 
public inspection and copying; furnishes information and other- 
wise assists the public concerning USPTO operations under FOIA; 
and receives and processes requests for records under FOIA. The 
FOIA Officer is responsible for determining which of USPTO’s 
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records are required to be made available for public inspection and 
copying, and for making those records available in USPTO’s 
reference and records inspection facility. The FOIA Officer shall 
maintain and make available for public inspection and copying a 
current subject-matter index of USPTO’s public inspection facility 
records. Each index shall be updated regularly, at least quarterly, 
with respect to newly included records. In accordance with 5 
U.S.C. 552(a)(2), USPTO has determined that it is unnecessary 
and impracticable to publish quarterly, or more frequently, and 
distribute copies of the index and supplements thereto. The public 
reference facility is located in the Public Search Room, Crystal 
Plaza Three, 2021 South Clark Place, Room 1A01, Arlington, 
Virginia. 

(b) The FOIA Officer shall also make public inspection facility 
records created by USPTO on or after November 1, 1996, 
available electronically through USPTO’s World Wide Web site 
(http://www.uspto.gov). Information available at the site shall 
include: 

(1) The FOIA Officer’s index of the public inspection facility 
records, which indicates which records are available electroni- 
cally; and 

(2) The general index referred to in paragraph (c)(3) of this 
section. 

(c) USPTO maintains and makes available for public inspection 
and copying: 

(1) A current index providing identifying information for the 
public as to any matter that is issued, adopted, or promulgated after 
July 4, 1967, and that is retained as a record and is required to be 
made available or published. Copies of the index are available 
upon request after payment of the direct cost of duplication; 

(2) Copies of records that have been released and that the FOIA 
Officer determines, because of their subject matter, have become 
or are likely to become the subject of subsequent requests for 
substantially the same records; 

(3) A general index of the records described in paragraph (c)(2) 
of this section; 

(4) Final opinions and orders, including concurring and dissent- 
ing opinions made in the adjudication of cases; 

(5) Those statements of policy and interpretations that have been 
adopted by USPTO and are not published in the Federal Register; 
and 

(6) Administrative staff manuals and instructions to staff that 
affect a member of the public. 


§ 102.3Records under FOIA. 


(a) Records under FOIA include all Government records, 
regardless of format, medium or physical characteristics, and 
include electronic records and information, audiotapes, videotapes, 
and photographs. 

(b) There is no obligation to create, compile, or obtain from 
outside USPTO a record to satisfy a FOIA request. With regard to 
electronic data, the issue of whether records are created or merely 
extracted from an existing database is not always apparent.When 
responding to FOIA requests for electronic data where creation of 
a record or programming becomes an issue, USPTO shall under- 
take reasonable efforts to search for the information in electronic 
format. 

(c) USPTO officials may, upon request, create and provide new 
information pursuant to user fee statutes, such as the first para- 
graph of 15 U.S.C. 1525, or in accordance with authority other- 
wise provided by law. This is outside the scope of FOIA. 

(d) The FOIA Officer shall preserve all correspondence pertain- 
ing to the requests received under this subpart, as well as copies of 
all requested records, until disposition or destruction is authorized 
by Title 44 of the United States Code or a National Archives and 
Records Administration’s General Records Schedule. The FOIA 
Officer shall not dispose of records while they are the subject of a 
pending request, appeal, or lawsuit under FOIA. 


§ 102.4 Requirements for making requests. 


(a) A request for USPTO records that are not customarily made 
available to the public as part of USPTO’s regular informational 
services must be in writing, and shall be processed under FOIA, 
regardless of whether FOIA is mentioned in the request. Requests 
should be sent to the USPTO FOIA Officer, United States Patent 
and Trademark Office, WASHINGTON DC 20231 (records FOIA 
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requires to be made regularly available for public inspection and 
copying are addressed in § 102.2(c)). For the quickest handling, 
the request letter and envelope should be marked “Freedom of 
Information Act Request.” For requests for records about oneself, 
§ 102.24 contains additional requirements. For requests for records 
about another individual, either a written authorization signed by 
that individual permitting disclosure of those records to the 
requester or proof that that individual is deceased (for example, a 
copy of a death certificate or an obituary) facilitates processing the 
request. 

(b) The records requested must be described in enough detail to 
enable USPTO personnel to locate them with a reasonable amount 
of effort. Whenever possible, a request should include specific 
information about each record sought, such as the date, title or 
name, author, recipient, and subject matter of the record, and the 
name and location of the office where the record is located. Also, 
if records about a court case are sought, the title of the case, the 
court in which the case was filed, and the nature of the case should 
be included. If known, any file designations or descriptions for the 
requested records should be included. In general, the more 
specifically the request describes the records sought, the greater 
the likelihood that USPTO will locate those records. If the FOIA 
Officer determines that a request does not reasonably describe 
records, the FOIA Officer will inform the requester what additional 
information is needed or why the request is otherwise insufficient. 
The FOIA Officer also may give the requester an opportunity to 
discuss the request so that it may be modified to meet the 
requirements of this section. 


§ 102.5 Responsibility for responding to requests. 


(a) In general. Except as stated in paragraph (b) of this section, 
the USPTO will process FOIA requests directed to USPTO. In 
determining records responsive to a request, the FOIA Officer shall 
include only those records within USPTO’s possession and control 
as of the date the FOIA Officer receives the request. 

(b) Consultations and referrals. If the FOLIA Officer receives a 
request for a record in USPTO’s possession in which another 
Federal agency subject to FOIA has the primary interest, the FOIA 
Officer shall refer the record to that agency for direct response to 
the requester. The FOIA Officer shall consult with another Federal 
agency before responding to a requester if the FOIA Officer 
receives a request for a record in which another Federal agency 
subject to FOIA has a significant interest, but not the primary 
interest; or another Federal agency not subject to FOIA has the 
primary interest or a significant interest.Ordinarily, the agency that 
originated a record will be presumed to have the primary interest 
in it. 

(c) Notice of referral. Whenever a FOIA Officer refers a 
document to another Federal agency for direct response to the 
requester, the FOIA Officer will ordinarily notify the requester in 
writing of the referral and inform the requester of the name of the 
agency to which the document was referred. 

(d) Timing of responses to consultations and referrals. All 
consultations and referrals shall be handled according to the date 
the FOIA request was received by the first Federal agency. 

(e) Agreements regarding consultations and referrals. The FOIA 
Officer may make agreements with other Federal agencies to 
eliminate the need for consultations or referrals for particular types 
of records. 


§ 102.6 Time limits and expedited processing. 


(a) In_general. The FOIA Officer ordinarily shall respond to 
requests according to their order of receipt. 

(b) Initial response and appeal. Subject to paragraph (c)(1) of 
this section, an initial response shall be made within 20 working 
days (i.e., excluding Saturdays, Sundays, and legal public holi- 
days) of the receipt of a request for a record under this part by the 
proper FOIA Officer identified in accordance with § 102.5(a), and 
an appeal shall be decided within 20 working days of its receipt by 
the Office of the General Counsel. 

(c) Unusual circumstances. (1) In unusual circumstances as 
specified in paragraph (c)(2) of this section, the FOIA Officer may 
extend the time limits in paragraph (b) of this section by notifying 
the requester in writing as soon as practicable of the unusual 
circumstances and of the date by which processing of the request 
is expected to be completed. Extensions of time for the initial 
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determination and extensions on appeal may not exceed a total of 
ten working days, unless the requester agrees to a longer exten- 
sion, or the FOIA Officer provides the requester with an opportu- 
nity either to limit the scope of the request so that it may be 
processed within the applicable time limit, or to arrange an 
alternative time frame for processing the request or a modified 
request. 


only to the extent reasonably necessary to properly process the 
particular request: 

(i) The need to search for and collect the requested records from 
field facilities or other establishments separate from the office 
processing the request; 

(ii) The need to search for, collect, and appropriately examine a 
voluminous amount of separate and distinct records that are the 
subject of a single request; or 

(iii) The need for consultation, which shall be conducted with all 
practicable speed, with another Federal agency having a substan- 
tial interest in the determination of the request. 

(3) Unusual circumstances do not include a delay that results 
from a predictable workload of requests, unless USPTO demon- 
strates reasonable progress in reducing its backlog of pending 
requests. Refusal to reasonably modify the scope of a request or 
arrange an alternate time frame may affect a requester’s ability to 
obtain judicial review. 

(4) If the FOIA Officer reasonably believes that multiple 
requests submitted by a requester, or by a group of requesters 
acting in concert, constitute a single request that would otherwise 
involve unusual circumstances, and the requests involve clearly 
related matters, the FOIA Officer may aggregate them. Multiple 
requests involving unrelated matters will not be aggregated. 

(d) Multitrack processing. (1) The FOIA Officer may use two or 
more processing tracks by distinguishing between simple and 
more complex requests based on the number of pages involved, or 
some other measure of the amount of work and/or time needed to 
process the request, and whether the request qualifies for expedited 
processing as described in paragraph (e) of this section. 

(2) The FOIA Officer may provide requesters in a slower track 
with an opportunity to limit the scope of their requests in order to 
qualify for faster processing.The FOIA Officer may contact the 
requester by telephone or by letter, whichever is most efficient in 
each case. 

(e) Expedited processing. (1) Requests and appeals shall be 
taken out of order and given expedited treatment whenever it is 
determined they involve: 

(i) Circumstances in which the lack of expedited treatment 
could reasonably be expected to pose an imminent threat to the life 
or physical safety of an individual; 

(ii) The loss of substantial due process rights; 

(iii) A matter of widespread and exceptional media interest in 
which there exist questions about the Government’s integrity that 
affect public confidence; or 

(iv) An urgency to inform the public about an actual or alleged 
Federal Government activity, if made by a person primarily 
engaged in disseminating information. 

(2) A request for expedited processing may be made at the time 
of the initial request for records or at any later time. For a prompt 
determination, a request for expedited processing should be sent to 
the FOIA Officer. 

(3) A requester who seeks expedited processing must submit a 
statement, certified to be true and correct to the best of that 
person’s knowledge and belief, explaining in detail the basis for 
requesting expedited processing. For example, a requester within 
the category described in paragraph (e)(1)(iv) of this section, if not 
a full-time member of the news media, must establish that he or 
she is a person whose main professional activity or occupation is 
information dissemination, though it need not be his or her sole 
occupation.A requester within the category described in paragraph 
(e)(1 (iv) of this section must also establish a particular urgency to 
inform the public about the Government activity involved in the 
request, beyond the public’s right to know about Government 
activity generally. The formality of certification may be waived as 
a matter of administrative discretion. 

(4) Within ten calendar days of receipt of a request for expedited 
processing, the FOIA Officer will decide whether to grant it and 
shall notify the requester of the decision.If a request for expedited 
treatment is granted, the request shall be givenpriority and pro- 
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cessed as soon as practicable. If a request for expedited processing 
is denied, any appeal of that decision shall be acted on expedi- 
tiously. 


§ 102.7 Responses to requests. 


(a) Grants of requests. If the FOIA Officer makes a determina- 
tion to grant a request in whole or in part, the FOIA Officer will 
notify the requester in writing. The FOIA Officer will inform the 
requester in the notice of any fee charged under [0015] § 102.11 
and disclose records to the requester promptly upon payment of 
any applicable fee.Records disclosed in part shall be marked or 
annotated to show each applicable FOIA exemption and the 
amount of information deleted, unless doing so would harm an 
interest protected by an applicable exemption. The location of the 
information deleted shall also be indicated on the record, if 
feasible. 

(b) Adverse determinations of requests. If the FOIA Officer 
makes an adverse determination regarding a request, the FOIA 
Officer will notify the requester of that determination in writing. 
An adverse determination is a denial of a request in any respect, 
namely: a determination to withhold any requested record in whole 
or in part; a determination that a requested record does not exist or 
cannot be located; a determination that a record is not readily 
reproducible in the form or format sought by the requester; a 
determination that what has been requested is not a record subject 
to FOIA (except that a determination under § 102.11(j) that records 
are to be made available under a fee statute other than FOIA is not 
an adverse determination); a determination against the requester 
on any disputed fee matter, including a denial of a request for a fee 
waiver; or a denial of a request for expedited treatment. Each 
denial letter shall be signed by the FOIA Officer and shall include: 

(1) The name and title or position of the denying official; 

(2) A brief statement of the reason(s) for the denial, including 
applicable FOIA exemption(s); 

(3) An estimate of the volume of records or information 
withheld, in number of pages or some other reasonable form of 
estimation. This estimate need not be provided if the volume is 
otherwise indicated through deletions on records disclosed in part, 
or if providing an estimate would harm an interest protected by an 
applicable FOIA exemption; and 

(4) A statement that the denial may be appealed, and a list of the 
requirements for filing an appeal under § 102.10(b). 


§ 102.9 Business Information. 


(a) In general. Business information obtained by USPTO from a 
submitter will be disclosed under FOIA only under this section. 

(b) Definitions. For the purposes of this section: 

(1) Business information means commercial or financial infor- 
mation, obtained by USPTO from a submitter, which may be 
protected from disclosure under FOIA exemption 4 (5 U.S.C. 
552(b)(4)). 

(2) Submitter means any person or entity outside the Federal 
Government from whom USPTO obtains business information, 
directly or indirectly. The term includes corporations; state, local 
and tribal governments; and foreign governments. 

(c) Designation of business information. A submitter of business 
information should designate by appropriate markings, either at 
the time of submission or at a reasonable time thereafter, any 
portions of its submission that it considers to be protected from 
disclosure under FOIA exemption 4. These designations will 
expire ten years after the date of the submission unless the 
submitter requests, and provides justification for, a longer desig- 
nation period. 

(d) Notice to submitters. The FOIA Officer shall provide a 
submitter with prompt written notice of a FOIA request or 
administrative appeal that seeks its business information whenever 
required under paragraph (e) of this section, except as provided in 
paragraph (h) of this section, in order to give the submitter an 
opportunity under paragraph (f) of this section to object to 
disclosure of any specified portion of that information. Such 
written notice shall be sent via certified mail, return receipt 
requested, or similar means. The notice shall either describe the 
business information requested or include copies of the requested 
records containing the information. When notification of a large 


OFFICIAL GAZETTE 


Fesruary 20, 2001 


number of submitters is required, notification may be made by 
posting or publishing the notice in a place reasonably likely to 
accomplish notification. 

(e) When notice is required. Notice shall be given to the 
submitter whenever: 

(1) The information has been designated in good faith by the 
submitter as protected from disclosure under FOIA exemption 4; 
or 

(2) The FOIA Officer has reason to believe that the information 
may be protected from disclosure under FOIA exemption 4. 

(f) Opportunity to object to disclosure. The FOIA Officer shall 
allow a submitter seven working days (i.e., excluding Saturdays, 
Sundays, and legal public holidays) from the date of receipt of the 
written notice described in paragraph (d) of this section to provide 
the FOIA Officer with a detailed statement of any objection to 
disclosure. The statement must specify all grounds for withholding 
any portion of the information under any exemption of FOIA and, 
in the case of exemption 4, it must show why the information is a 
trade secret or commercial or financial information that is privi- 
leged or confidential. If a submitter fails to respond to the notice 
within the time specified, the submitter will be considered to have 
no objection to disclosure of the information.Information a sub- 
mitter provides under this paragraph may itself be subject to 
disclosure under FOIA. 

(g) Notice of intent to disclose. The FOIA Officer shall consider 
a submitter’s objections and specific grounds under FOIA for 
nondisclosure in deciding whether to disclose business informa- 
tion. If the FOIA Officer decides to disclose business information 
over the objection of a submitter, the FOIA Officer shall give the 
submitter written notice via certified mail, return receipt requested, 
or similar means, which shall include: 

(1) A statement of reason(s) why the submitter’s objections to 
disclosure were not sustained; 

(2) A description of the business information to be disclosed; 
and 

(3) A statement that the FOIA Officer intends to disclose the 
information seven working days from the date the submitter 
receives the notice. 

(h) Exceptions to notice requirements. The notice requirements 
of paragraphs (d) and (g) of this section shall not apply if: 

(1) The FOIA Officer determines that the information should not 
be disclosed; 

(2) The information has been lawfully published or has been 
officially made available to the public; 

(3) Disclosure of the information is required by statute (other 
than FOIA) or by a regulation issued in accordance with Executive 
Order 12600; or 

(4) The designation made by the submitter under paragraph (c) 
of this section appears obviously frivolous, in which case the FOIA 
Officer shall provide the submitter written notice of any final 
decision to disclose the information seven working days from the 
date the submitter receives the notice. 

(i) Notice of FOIA lawsuit. Whenever a requester files a lawsuit 
seeking to compel the disclosure of business information, the 
FOIA Officer shall promptly notify the submitter. 

(j) Corresponding notice to requesters. Whenever a FOIA 
Officer provides a submitter with notice and an opportunity to 
object to disclosure under paragraph (d) of this section, the FOIA 
Officer shall also notify the requester(s). Whenever a submitter 
files a lawsuit seeking to prevent the disclosure of business 
information, the FOIA Officer shall notify the requester(s). 


§ 102.10 Appeals from initial determinations or untimely delays. 


(a) If a request for records is initially denied in whole or in part, 
or has not been timely determined, or if a requester receives an 
adverse initial determination regarding any other matter under this 
subpart (as described in § 102.7(b)), the requester may file a 
written appeal, which must be received by the Office of General 
Counsel within thirty calendar days of the date of the written 
denial or, if there has been no determination, may be submitted 
anytime after the due date, including the last extension under § 
102.6(c), of the determination. 

(b) Appeals shall be decided by a Deputy General Counsel. 
Appeals should be addressed to the General Counsel, United States 
Patent and Trademark Office, WASHINGTON DC 20231. Both 
the letter and the appeal envelope should be clearly marked 
“Freedom of Information Appeal”. The appeal must include a copy 
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of the original request and the initial denial, if any, and may 
include a statement of the reasons why the records requested 
should be made available and why the initial denial, if any, was in 
error. No opportunity for personal appearance, oral argument or 
hearing on appeal is provided. 

(c) If an appeal is granted, the person making the appeal shall be 
immediately notified and copies of the releasable documents shall 
be made available promptly thereafter upon receipt of appropriate 
fees determined in accordance with § 102.11 

(d) If no determination of an appeal has been sent to the 
requester within the twenty-working-day period specified in § 
102.6(b) or the last extension thereof, the requester is deemed to 
have exhausted his administrative remedies with respect to the 
request, giving rise to a right of judicial review under 5 U.S.C. 
552(a)(6)(C). If the person making a request initiates a civil action 
against USPTO based on the provision in this paragraph, the 
administrative appeal process may continue. 

(e) A determination on appeal shall be in writing and, when it 
denies records in whole or in part, the letter to the requester shall 
include: 

(1) A brief explanation of the basis for the denial, including a list 
of applicable FOIA exemptions and a description of how the 
exemptions apply; 

(2) A statement that the decision is final; 

(3) Notification that judicial review of the denial is available in 
the United States district court for the district in which the 
requester resides or has its principal place of business, the United 
States District Court for the Eastern District of Virginia, or the 
District of Columbia; and 

(4) The name and title or position of the official responsible for 
denying the appeal. 


§ 102.11 Fees. 


(a) In general. USPTO shall charge for processing requests 
under FOIA in accordance with paragraph (c) of this section, 
except when fees are limited under paragraph (d) of this section or 
when a waiver or reduction of fees is granted under paragraph (k) 
of this section. USPTO shall collect all applicable fees before 
sending copies of requested records to a requester. Requesters 
must pay fees by check or money order made payable to the 
Treasury of the United States. 

(b) Definitions. For purposes of this section: 

(1) Commercial use request means a request from or on behalf 
of a person who seeks information for a use or purpose that 
furthers his or her commercial, trade, or profit interests, which can 
include furthering those interests through litigation. The FOIA 
Officer shall determine, whenever reasonably possible, the use to 
which a requester will put the requested records. When it appears 
that the requester will put the records to a commercial use, either 
because of the nature of the request itself or because the FOIA 
Officer has reasonable cause to doubt a requester’s stated use, the 
FOIA Officer shall provide the requester a reasonable opportunity 
to submit further clarification. 

(2) Direct costs means those expenses USPTO incurs in 
searching for and duplicating (and, in the case of commercial use 
requests, reviewing) records to respond to a FOIA request. Direct 
costs include, for example, the labor costs of the employee 
performing the work (the basic rate of pay for the employee, plus 
16 percent of that rate to cover benefits). Not included in direct 
costs are overhead expenses such as the costs of space and heating 
or lighting of the facility in which the records are kept. 

(3) Duplication means the making of a copy of a record, or of 
the information contained in it, necessary to respond to a FOIA 
request. Copies may take the form of paper, microform, audiovi- 
sual materials, or electronic records (for example, magnetic tape or 
disk), among others. The FOIA Officer shall honor a requester’s 
specified preference of form or format of disclosure if the record 
is readily reproducible with reasonable efforts in the requested 
form or format. 

(4) Educational institution means a preschool, a public or 
private elementary or secondary school, an institution of under- 
graduate higher education, an institution of graduate higher edu- 
cation, an institution of professional education, or an institution of 
vocational education, that operates a program of scholarly re- 
search. To be in this category, a requester must show that the 
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request is authorized by and is made under the auspices of a 
qualifying institution, and that the records are sought to further 
scholarly research rather than for a commercial use. 

(5) Noncommercial scientific institution means an institution 
that is not operated on a “commercial” basis, as that term is defined 
in paragraph (b)(1) of this section, and that is operated solely for 
the purpose of conducting scientific research, the results of which 
are not intended to promote any particular product or industry. To 
be in this category, a requester must show that the request is 
authorized by and is made under the auspices of a qualifying 
institution and that the records are sought to further scientific 
research rather than for a commercial use. 

(6) Representative of the news media, or news media requester 
means any person actively gathering news for an entity that is 
organized and operated to publish or broadcast news to the public. 
The term “news” means information that is about current events or 
that would be of current interest to the public. Examples of news 
media entities include television or radio stations broadcasting to 
the public at large and publishers of periodicals (but only if they 
can qualify as disseminators of “news”) that make their products 
available for purchase or subscription by the general public. For 
“freelance” journalists to be regarded as working for a news 
organization, they must demonstrate a solid basis for expecting 
publication through that organization. A publication contract 
would be the clearest proof, but the FOIA Officer shall also look to 
the past publication record of a requester in making this determi- 
nation. To be in this category, a requester must not be seeking the 
requested records for a commercial use. However, a request for 
records supporting the news-dissemination function of the re- 
quester shail not be considered to be for a commercial use. 

(7) Review means the examination of a record located in 
response to a request in order to determine whether any portion of 
it is exempt from disclosure. It also includes processing any record 
for disclosure--for example, doing all that is necessary to redact it 
and prepare it for disclosure. Review costs are recoverable even if 
a record ultimately is not disclosed. Review time does not include 
time spent resolving general legal or policy issues regarding the 
application of exemptions. 

(8) Search means the process of looking for and retrieving 
records or information responsive to a request. It includes page- 
by-page or line-by-line identification of information within records 
and also includes reasonable efforts to locate and retrieve infor- 
mation from records maintained in electronic form or format. The 
FOIA Officer shall ensure that searches are done in the most 
efficient and least expensive manner reasonably possible. 

(c) Fees. In responding to FOIA requests, the FOIA Officer shall 
charge the fees summarized in chart form in paragraphs (c)(1) and 
(c)(2) of this section and explained in paragraphs (c)(3) through 
(c)(5) of this section, unless a waiver or reduction of fees has been 
granted under paragraph (k) of this section. 


(1) The four categories and chargeable fees are: 





Category 
(i) Commercial Use Requesters 


Chargeable fees 

Search, Review, and Duplica- 
tion. 

Duplication (excluding 

the cost of the first 100 pages). 


(ii) Educational and 
Non-commercial 
Scientific Institution 
Requesters 

(iii) Representatives 
of the News Media 


Duplication 

(excluding the cost of the first 
100 pages). 

Search and Duplication 
(excluding the cost of the first 2 
hours of search and 100 pages). 


(iv) All Other Requesters 





(2) Uniform fee schedule. 





Rate 

Actual salary rate of employee 
involved, plus 16 percent of 
salary rate. 

Actual direct cost, 

including operator time. 


Service 
(i) Manual search 


(ii) Computerized search. 


(iii) Duplication of records: 
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(A) Paper copy 
reproduction 

(B) Other reproduction 
(e.g., computer disk or 
printout, micro-film, 
microfiche, or microform). 
(iv) Review of records 
(includes preparation for 
release, i.e. excising). 


$.15 per page 


Actual direct cost, 
including operator time. 


Actual salary rate 

of employee conducting 
review, plus 16 percent 
of salary rate. 





(3) Search. (i) Search fees shall be charged for all requests-- 
other than requests made by educational institutions, noncommer- 
cial scientific institutions, or representatives of the news media-- 
subject to the limitations of paragraph (d) of this section. The 
FOIA Officer will charge for time spent searching even if no 
responsive records are located or if located records are entirely 
exempt from disclosure. Search fees shall be the direct costs of 
conducting the search by the involved employees. 

(ii) For computer searches of records, requesters will be charged 
the direct costs of conducting the search, although certain request- 
ers (as provided in paragraph (d)(1) of this section) will be charged 
no search fee and certain other requesters (as provided in para- 
graph (d)(3) of this section) are entitled to the cost equivalent of 
two hours of manual search time without charge. These direct costs 
include the costs, attributable to the search, of operating a central 
processing unit and operator/programmer salary. 

(4) Duplication. Duplication fees will be charged to all request- 
ers, subject to the limitations of paragraph (d) of this section. For 
a paper photocopy of a record (no more than one copy of which 
need be supplied), the fee shall be $.15 cents per page. For copies 
produced by computer, such as tapes or printouts, the FOIA Officer 
shall charge the direct costs, including operator time, of producing 
the copy. For other forms of duplication, the FOIA Officer will 
charge the direct costs of that duplication. 

(5) Review. Review fees shall be charged to requesters who 
make a commercial use request. Review fees shall be charged only 
for the initial record review--the review done when the FOIA 
Officer determines whether an exemption applies to a particular 
record at the initial request level. No charge will be made for 
review at the administrative appeal level for an exemption already 
applied. However, records withheld under an exemption that is 
subsequently determined not to apply may be reviewed again to 
determine whether any other exemption not previously considered 
applies, and the costs of that review are chargeable. Review fees 
shall be the direct costs of conducting the review by the involved 
employees. 

(d) Limitations on charging fees. 

(1) No search fee will be charged for requests by educational 
institutions, noncommercial scientific institutions, or representa- 
tives of the news media. 

(2) No search fee or review fee will be charged for a quarter- 
hour period unless more than half of that period is required for 
search or review. 

(3) Except for requesters seeking records for a commercial use, 
the FOIA Officer will provide without charge: 

(i) The first 100 pages of duplication (or the cost equivalent); 
and 

(ii) The first two hours of search (or the cost equivalent). 

(4) Whenever a total fee calculated under paragraph (c) of this 
section is $20.00 or less for any request, no fee will be charged. 

(5) The provisions of paragraphs (d) (3) and (4) of this section 
work together. This means that for requesters other than those 
seeking records for a commercial use, no fee will be charged 
unless the cost of the search in excess of two hours plus the cost 
of duplication in excess of 100 pages totals more than $20.00. 

(e) Notice of anticipated fees over $20.00. When the FOIA 
Officer determines or estimates that the fees to be charged under 
this section will be more than $20.00, the FOIA Officer shall notify 
the requester of the actual or estimated fees, unless the requester 
has indicated a willingness to pay fees as high as those anticipated. 
If only a portion of the fee can be estimated readily, the FOIA 
Officer shall advise the requester that the estimated fee may be 
only a portion of the total fee. If the FOIA Officer has notified a 
requester that actual or estimated fees are more than $20.00, the 
FOIA Officer shall not consider the request received or process it 
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further until the requester agrees to pay the anticipated total fee. 
Any such agreement should be in writing. A notice under this 
paragraph shall offer the requester an opportunity to discuss the 
matter with USPTO personnel in order to reformulate the request 
to meet the requester’s needs at a lower cost. 

(f) Charges for other services. Apart from the other provisions of 
this section, the FOIA Officer shall ordinarily charge the direct cost 
of special services. Such special services could include certifying 
that records are true copies or sending records by other than 
ordinary mail. 

(g) Charging interest. The FOIA Officer shall charge interest on 
any unpaid bill starting on the 31st calendar day following the date 
of billing the requester. Interest charges shall be assessed at the 
rate provided in 31 U.S.C. 3717 and accrue from the date of the 
billing until payment is received by the FOIA Officer. The FOIA 
Officer shall follow the provisions of the Debt Collection Improve- 
ment Act of 1996 (Pub. L. 104-134), as amended, and its 
administrative procedures, including the use of consumer reporting 
agencies, collection agencies, and offset. 

(h) Aggregating requests. If a FOIA Officer reasonably believes 
that a requester or a group of requesters acting together is 
attempting to divide a request into a series of requests for the 
purpose of avoiding fees, the FOIA Officer may aggregate those 
requests and charge accordingly. The FOIA Officer may presume 
that multiple requests of this type made within a 30-calendar-day 
period have been made in order to avoid fees. If requests are 
separated by a longer period, the FOIA Officer shall aggregate 
them only if a solid basis exists for determining that aggregation is 
warranted under all the circumstances involved. Multiple requests 
involving unrelated matters shall not be aggregated. 

(i) Advance payments. (1) For requests other than those de- 
scribed in paragraphs (i)(2) and (3) of this section, the FOIA 
Officer shall not require the requester to make an advance 
payment: a payment made before work is begun or continued on a 
request. Payment owed for work already completed (i.e., a 
payment before copies are sent to a requester) is not an advance 
payment. 

(2) If the FOIA Officer determines or estimates that a total fee 
to be charged under this section will be more than $250.00, the 
requester must pay the entire anticipated fee before beginning to 
process the request, unless the FOIA Officer receives a satisfactory 
assurance of full payment from a requester who has a history of 
prompt payment. 

(3) If a requester has previously failed to pay a properly charged 
FOIA fee to USPTO or another responsible Federal agency within 
30 calendar days of the date of billing, the FOIA Officer shall 
require the requester to pay the full amount due, plus any 
applicable interest, and to make an advance payment of the full 
amount of any anticipated fee, before the FOIA Officer begins to 
process a new request or continues to process a pending request 
from that requester. 

(4) In cases in which the FOIA Officer requires payment under 
paragraphs (i)(2) or (3) of this section, the request shall not be 
considered received and further work will not be done on it until 
the required payment is received. 

(5) Upon the completion of processing of a request, when a 
specific fee is determined to be payable and appropriate notice has 
been given to the requester, the FOIA Officer shall make records 
available to the requester only upon receipt of full payment of the 
fee. 


(j) Other statutes specifically providing for fees. The fee 


schedule of this section does not apply to fees charged under any 
statute (except for FOIA) that specifically requires USPTO or 
another responsible Federal agency to set and collect fees for 
particular types of records. If records responsive to requests are 
maintained for distribution by agencies operating such statutorily 
based fee schedule programs, the FOIA Officer shall inform 
requesters of how to obtain records from those sources. 

(k) Requirements for waiver or reduction of fees. (1) Records 
responsive to a request will be furnished without charge or at a 
charge reduced below that established under paragraph (c) of this 
section if the FOIA Officer determines, based on all available 
information, that the requester has demonstrated that: 

(i) Disclosure of the requested information is in the public 
interest because it is likely to contribute significantly to public 
understanding of the operations or activities of the Government; 
and 
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(ii) Disclosure of the information is not primarily in the 
commercial interest of the requester. 

(2) To determine whether the first fee waiver requirement is met, 
the FOIA Officer shall consider the following factors: 

(i) The subject of the request: whether the subject of the 
requested records concerns the operations or activities of the 
Government. The subject of the requested records must concern 
identifiable operations or activities of the Federal Government, 
with a connection that is direct and clear, not remote or attenuated. 

(ii) The informative value of the information to be disclosed: 


whether the disclosure is “likely to contribute” to an understanding 
of Government operations or activities. The disclosable portions of 
the requested records must be meaningfully informative about 
Government operations or activities in order to be “likely to 
contribute” to an increased public understanding of those opera- 
tions or activities. The disclosure of information that already is in 
the public domain, in either a duplicative or a substantially 
identical form, would not be likely to contribute to such under- 
standing. 

(iii) The contribution to an understanding of the subject by the 
public likely to result from disclosure: whether disclosure of the 
requested information will contribute to the understanding of a 
reasonably broad audience of persons interested in the subject, as 
opposed to the individual understanding of the requester. A 
requester’s expertise in the subject area and ability and intention to 
effectively convey information to the public shall be considered. It 
shall be presumed that a representative of the news media satisfies 
this consideration. It shall be presumed that a requester who 
merely provides information to media sources does not satisfy this 
consideration. 

(iv) The significance of the contribution to public understand- 
ing: whether the disclosure is likely to contribute “significantly” to 
public understanding of Government operations or activities. The 
public’s understanding of the subject in question prior to the 
disclosure must be significantly enhanced by the disclosure. 

(3) To determine whether the second fee waiver requirement is 
met, the FOIA Officer shall consider the following factors: 

(i) The existence and magnitude of a commercial interest: 
whether the requester has a commercial interest that would be 
furthered by the requested disclosure. The FOIA Officer shall 
consider any commercial interest of the requester (with reference 
to the definition of “commercial use request” in paragraph (b)(1) 
of this section), or of any person on whose behalf the requester 
may be acting, that would be furthered by the requested disclosure. 
Requesters shall be given an opportunity to provide explanatory 
information regarding this consideration. 

(ii) The primary interest in disclosure: whether any identified 
commercial interest of the requester is sufficiently large, in 
comparison with the public interest in disclosure, that disclosure is 
“primarily in the commercial interest of the requester.” A fee 
waiver or reduction is justified if the public interest standard 
(paragraph (k)(1)(i) of this section) is satisfied and the public 
interest is greater than any identified commercial interest in 
disclosure. The FOIA Officer ordinarily shall presume that if a 
news media requester has satisfied the public interest standard, the 
public interest is the primary interest served by disclosure to that 
requester. Disclosure to data brokers or others who merely compile 
and market Government information for direct economic return 
shall not be presumed to primarily serve the public interest. 

(4) If only some of the records to be released satisfy the 
requirements for a fee waiver, a waiver shall be granted for those 
records. 

(5) Requests for the waiver or reduction of fees should address 
the factors listed in paragraphs (k)(2) and (3) of this section, 
insofar as they apply to each request. 


























SUBPART B - PRIVACY ACT 
§ 102.21 Purpose and scope. 


(a) The purpose of this subpart is to establish policies and 
procedures for implementing the Privacy Act of 1974, as amended 
(5 U.S.C. 552a) (the Act). The main objectives are to facilitate full 
exercise of rights conferred on individuals under the Act and to 
ensure the protection of privacy as to individuals on whom USPTO 
maintains records in systems of records under the Act. USPTO 
accepts the responsibility to act promptly and in accordance with 
the Act upon receipt of any inquiry, request or appeal from a 
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citizen of the United States or an alien lawfully admitted for 
permanent residence into the United States, regardless of the age 
of the individual. Further, USPTO accepts the obligations to 
maintain only such information on individuals as is relevant and 
necessary to the performance of its lawful functions, to maintain 
that information with such accuracy, relevancy, timeliness, and 
completeness as is reasonably necessary to assure fairness in 
determinations made by USPTO about the individual, to obtain 
information from the individual to the extent practicable, and to 
take every reasonable step to protect that information from 
unwarranted disclosure. USPTO will maintain no record describ- 
ing how an individual exercises rights guaranteed by the First 
Amendment unless expressly authorized by statute or by the 
individual about whom the record is maintained or unless pertinent 
to and within the scope of an authorized law enforcement activity. 
An individual’s name and address will not be sold or rented by 
USPTO unless such action is specifically authorized by law; 
however, this provision shall not be construed to require the 
withholding of names and addresses otherwise permitted to be 
made public. 

(b) This subpart is administered by the Privacy Officer of 
USPTO. 

(c) Matters outside the scope of this subpart include the 
following: 

(1) Requests for records which do not pertain.to the individual 
making the request, or to the individual about whom the request is 
made if the requester is the parent or guardian of the individual; 

(2) Requests involving information pertaining to an individual 
which is in a record or file but not within the scope of a system of 
records notice published in the Federal Register; 

(3) Requests to correct a record where a grievance procedure is 
available to the individual either by regulation or by provision in 
a collective bargaining agreement with USPTO, and the individual 
has initiated, or has expressed in writing the intention of initiating, 
such grievance procedure. An individual selecting the grievance 
procedure waives the use of the procedures in this subpart to 
correct or amend a record; and, 

(4) Requests for employee-employer services and counseling 
which were routinely granted prior to enactment of the Act, 
including, but not limited to, test calculations of retirement 
benefits, explanations of health and life insurance programs, and 
explanations of tax withholding options. 

(d) Any request for records which pertains to the individual 
making the request, or to the individual about whom the request is 
made if the requester is the parent or guardian of the individual, 
shall be processed under the Act and this subpart and under the 
Freedom of Information Act and USPTO’s implementing regula- 
tions at Subpart A of this part, regardless whether the Act or the 
Freedom of Information Act is mentioned in the request. 


§ 102.22 Definitions. 


(a) All terms used in this subpart which are defined in 5 U.S.C. 
552a shall have the same meaning herein. 

(b) As used in this subpart: 

(1) Act means the “Privacy Act of 1974, as amended (5 U.S.C. 
552a)”. 

(2) Appeal means a request by an individual to review and 
reverse an initial denial of a request by that individual for 
correction or amendment. 

(3) USPTO means the United States Patent and Trademark 
Office. 

(4) Inquiry means either a request for general information 
regarding the Act and this subpart or a request by an individual (or 
that individual’s parent or guardian) that USPTO determine 
whether it has any record in a system of records which pertains to 
that individual. 

(5) Person means any human being and also shall include but 
not be limited to, corporations, associations, partnerships, trustees, 
receivers, personal representatives, and public or private organi- 
zations. 

(6) Privacy Officer means a USPTO employee designated to 
administer this subpart. 

(7) Request for access means a request by an individual or an 
individual’s parent or guardian to see a record which is in a 
particular system of records and which pertains to that individual. 
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(8) Request for correction or amendment means the request by 
an individual or an individual’s parent or guardian that USPTO 
change (either by correction, amendment, addition or deletion) a 
particular record in a system of records which pertains to that 
individual. 


§ 102.23 Procedures for making inquiries. 


(a) Any individual, regardless of age, who is a citizen of the 
United States or an alien lawfully admitted for permanent resi- 
dence into the United States may submit an inquiry to USPTO. The 
inquiry should be made either in person at Crystal Park Two, 2121 
Crystal Park Drive, Suite 714, Arlington, Virginia, or by mail 
addressed to the Privacy Officer, United States Patent and Trade- 
mark Office, WASHINGTON DC 20231 or to the official identified 
in the notification procedures paragraph of the systems of records 
notice published in the Federal Register. If an individual believes 
USPTO maintains a record pertaining to that individual but does 
not know which system of records might contain such a record, the 
USPTO Privacy Officer will provide assistance in person or by 
mail. 

(b) Inquiries submitted by mail should include the words 
“PRIVACY ACT INQUIRY” in capital letters at the top of the 
letter and on the face of the envelope. If the inquiry is for general 
information regarding the Act and this subpart, no particular 
information is required. USPTO reserves the right to require 
compliance with the identification procedures appearing at § 
102.24(d) where circumstances warrant. If the inquiry is a request 
that USPTO determine whether it has, in a given system of 
records, a record which pertains to the individual, the following 
information should be submitted: 

(1) Name of individual whose record is sought; 

(2) Individual whose record is sought is either a U.S. citizen or 
an alien lawfully admitted for permanent residence; 

(3) Identifying data that will help locate the record (for example, 
maiden name, occupational license number, period or place of 
employment, etc.); 

(4) Record sought, by description and by record system name, if 
known; 

(5) Action requested (that is, sending information on how to 
exercise rights under the Act; determining whether requested 
record exists; gaining access to requested record; or obtaining 
copy of requested record); 

(6) Copy of court guardianship order or minor’s birth certificate, 
as provided in § 102.24(f)(3), but only if requester is guardian or 
parent of individual whose record is sought; 

(7) Requester’s name (printed), signature, address, and tele- 
phone number (optional); 

(8) Date; and, 

(9) Certification of request by notary or other official, but only 
if 

(i) request is for notification that requested record exists, for 
access to requested record or for copy of requested record; 

(ii) record is not available to any person under 5 U.S.C. 552; and 

(iii) requester does not appear before an employee of USPTO 
for verification of identity. 

(c) Any inquiry which is not addressed as specified in paragraph 
(a) of this section or which is not marked as specified in paragraph 
(b) of this section will be so addressed and marked by USPTO 
personnel and forwarded immediately to the Privacy Officer. An 
inquiry which is not properly addressed by the individual will not 
be deemed to have been “received” for purposes of measuring the 
time period for response until actual receipt by the Privacy Officer. 
In each instance when an inquiry so forwarded is received, the 
Privacy Officer shall notify the individual that his or her inquiry 
was improperly addressed and the date the inquiry was received at 
the proper address. 

(d)(1) Each inquiry received shall be acted upon promptly by 
the Privacy Officer.Every effort will be made to respond within ten 
working days (i.e., excluding Saturdays, Sundays and legal public 
holidays) of the date of receipt. If a response cannot be made 
within ten working days, the Privacy Officer shall send an 
acknowledgment during that period providing information on the 
status of the inquiry and asking for such further information as 
may be necessary to process the inquiry. The first correspondence 
sent by the Privacy Officer to the requester shall contain USPTO’s 
control number assigned to the request, as well as a note that the 


OFFICIAL GAZETTE 


Fesruary 20, 2001 


requester should use that number in all future contacts in order to 
facilitate processing. USPTO shall use that control number in all 
subsequent correspondence. 

(2) If the Privacy Officer fails to send an acknowledgment 
within ten working days, as provided above, the requester may ask 
the General Counsel to take corrective action. No failure of the 
Privacy Officer to send an acknowledgment shall confer adminis- 
trative finality for purposes of judicial review. 

(e) An individual shall not be required to state a reason or 
otherwise justify his or her inquiry. 

(f) Special note should be taken of the fact that certain agencies 
are responsible for publishing notices of systems of records having 
Government-wide application to other agencies, including 
USPTO. The agencies known to be publishing these general 
notices and the types of records covered therein appear in an 
Appendix to this part. The provisions of this section, and particu- 
larly paragraph (a) of this section, should be followed in making 
inquiries with respect to such records. Such records in USPTO are 
subject to the provisions of this part to the extent indicated in the 
Appendix to this part.The exemptions, if any, determined by an 
agency publishing a general notice shall be invoked and applied by 
USPTO after consultation, as necessary, with that other agency. 


§ 102.24 Procedures for making requests for records. 


(a) Any individual, regardless of age, who is a citizen of the 
United States or an alien lawfully admitted for permanent resi- 
dence into the United States may submit a request for access to 
records to USPTO. The request should be made either in person at 
Crystal Park Two, 2121 Crystal Drive, Suite 714, Arlington, 
Virginia, or by mail addressed to the Privacy Officer, United States 
Patent and Trademark Office, WASHINGTON DC 20231. 

(b) Requests submitted by mail should include the words 
“PRIVACY ACT REQUEST” in capital letters at the top of the 
letter and on the face of the envelope. Any request which is not 
addressed as specified in paragraph (a) of this section or which is 
not marked as specified in this paragraph will be so addressed and 
marked by USPTO personnel and forwarded immediately to the 
Privacy Officer. A request which is not properly addressed by the 
individual will not be deemed to have been “received” for 
purposes of measuring time periods for response until actual 
receipt by the Privacy Officer. In each instance when a request so 
forwarded is received, the Privacy Officer shall notify the indi- 
vidual that his or her request was improperly addressed and the 
date when the request was received at the proper address. 

(c) If the request follows an inquiry under § 102.23 in 
connection with which the individual’s identity was established by 
USPTO, the individual need only indicate the record to which 
access is sought, provide the USPTO control number assigned to 
the request, and sign and date the request. If the request is not 
preceded by an inquiry under § 102.23, the procedures of this 
section should be followed. 

(d) The requirements for identification of individuals seeking 
access to records are as follows: 

(1) In person. Each individual making a request in person shall 
be required to present satisfactory proof of identity. The means of 
proof, in the order of preference and priority, are: 

(i) A document bearing the individual’s photograph (for ex- 
ample, driver’s license, passport or military or civilian identifica- 
tion card); 

(ii) A document, preferably issued for participation in a federally 
sponsored program, bearing the individual’s signature (for ex- 
ample, unemployment insurance book, employer’s identification 
card, national credit card, and professional, craft or union mem- 
bership card); and 

(iii) A document bearing neither the photograph nor the signa- 
ture of the individual, preferably issued for participation in a 
federally sponsored program (for example, Medicaid card). In the 
event the individual can provide no suitable documentation of 
identity, USPTO wiil require a signed statement asserting the 
individual’s identity and stipulating that the individual understands 
the penalty provision of 5 U.S.C. 552a(i(3) recited in § 
102.32(a).In order to avoid any unwarranted disclosure of an 
individual’s records, USPTO reserves the right to determine the 
adequacy of proof of identity offered by any individual, particu- 
larly when the request involves a sensitive record. 
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(2) Not in person. If the individual making a request does not 
appear in person before the Privacy Officer or other employee 
authorized to determine identity, a certification of a notary public 
or equivalent officer empowered to administer oaths must accom- 
pany the request under the circumstances prescribed in § 
102.23(b)(9). The certification in or attached to the letter must be 
substantially in accordance with the following text: 


City of 
County of :SS 


(Name of individual), who affixed (his) (her) signature below in 
my presence, came before me, a (title), in and for the aforesaid 
County and State, this day of aa 
and established (his) (her) identity to my satisfaction. 


My commission expires 
(Signature) 


(3) Parents of minors and legal guardians. An individual acting 
as the parent of a minor or the legal guardian of the individual to 
whom a record pertains shall establish his or her personal identity 
in the same manner prescribed in either paragraph (d)(1) or (d)(2) 
of this section.In addition, such other individual shall establish his 
or her identity in the representative capacity of parent or legal 
guardian. In the case of the parent of a minor, the proof of identity 
shall be a certified or authenticated copy of the minor’s birth 
certificate. In the case of a legal guardian of an individual who has 
been declared incompetent due to physical or mental incapacity or 
age by a court of competent jurisdiction, the proof of identity shall 
be a certified or authenticated copy of the court’s order. For 
purposes of the Act, a parent or legal guardian may represent only 
a living individual, not a decedent. A parent or legal guardian may 
be accompanied during personal access to a record by another 
individual, provided the provisions of § 102.25(f) are satisfied. 

(e) When the provisions of this subpart are alleged to impede an 
individual in exercising his or her right to access, USPTO will 
consider, from an individual making a request, alternative sugges- 
tions regarding proof of identity and access to records. 

(f) An individual shall not be required to state a reason or 
otherwise justify his or her request for access to a record. 


§ 102.25 Disclosure of requested records to individuals. 


(a)(1) The Privacy Officer shall act promptly upon each request. 
Every effort will be made to respond within ten working days (i.e., 
excluding Saturdays, Sundays, and legal public holidays) of the 
date of receipt. If a response cannot be made within ten working 
days due to unusual circumstances, the Privacy Officer shall send 
an acknowledgment during that period providing information on 
the status of the request and asking for any further information that 
may be necessary to process the request. “Unusual circumstances” 
shall include circumstances in which 

(i) a search for and collection of requested records from inactive 
storage, field facilities or other establishments is required; 

(ii) a voluminous amount of data is involved; 

(iii) information on other individuals must be separated or 
expunged from the particular record; or 

(iv) consultations with other agencies having a substantial 
interest in the determination of the request are necessary. 

(2) If the Privacy Officer fails to send an acknowledgment 
within ten working days, as provided in paragraph (a) of this 
section, the requester may ask the General Counsel to take 
corrective action. No failure of the Privacy Officer to send an 
acknowledgment shall confer administrative finality for purposes 
of judicial review. 

(b) Grant of access--(1) Notification. An individual shall be 
granted access to a record pertaining to him or her, except where 
the provisions of paragraph (g)(1) of this section apply. The 
Privacy Officer will notify the individual of a determination to 
grant access, and provide the following information: 

(i) The methods of access, as set forth in paragraph (b)(2) of this 
section; 

(ii) The place at which the record may be inspected; 
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(iii) The earliest date on which the record may be inspected and 
the period of time that the records will remain available for 
inspection. In no event shall the earliest date be later than thirty 
calendar days from the date of notification; 

(iv) The estimated date by which a copy of the record could be 
mailed and the estimate of fees pursuant to [0015] § 102.31. In 
no event shall the estimated date be later than thirty calendar days 
from the date of notification; 

(v) The fact that the individual, if he or she wishes, may be 
accompanied by another individual during personal access, subject 
to the procedures set forth in paragraph (f) of this section; and, 

(vi) Any additional requirements needed to grant access to a 
specific record. 

(2) Methods of access. The following methods of access to 
records by an individual may be available depending on the 
circumstances of a given situation: 

(i) Inspection in person may be had in a location specified by the 
Privacy Officer during business hours; 

(ii) Transfer of records to a Federal facility more convenient to 
the individual may be arranged, but only if the Privacy Officer 
determines that a suitable facility is available, that the individual’s 
access can be properly supervised at that facility, and that 
transmittal of the records to that facility will not unduly interfere 
with operations of USPTO or involve unreasonable costs, in terms 
of both money and manpower; and 

(iii) Copies may be mailed at the request of the individual, 
subject to payment of the fees prescribed in § 102.31. USPTO, on 
its Own initiative, may elect to provide a copy by mail, in which 
case no fee will be charged the individual. 

(c) Access to medical records is governed by the provisions of 
§ 102.26. 

(d) USPTO will supply such other information and assistance at 
the time of access as to make the record intelligible to the 
individual. 

(e) USPTO reserves the right to limit access to copies and 
abstracts of original records, rather than the original records. This 
election would be appropriate, for example, when the record is in 
an automated data media such as tape or diskette, when the record 
contains information on other individuals, and when deletion of 
information is permissible under exemptions (for example, 5 
U.S.C. 552a(k)(2)). In no event shall original records of USPTO be 
made available to the individual except under the immediate 
supervision of the Privacy Officer or the Privacy Officer’s desig- 
nee. 

(f) Any individual who requests access to a record pertaining to 
that individual may be accompanied by another individual of his or 
her choice. “Accompanied” includes discussion of the record in 
the presence of the other individual. The individual to whom the 
record pertains shall authorize the presence of the other individual 
in writing. The authorization shall include the name of the other 
individual, a specific description of the record to which access is 
sought, the USPTO control number assigned to the request, the 
date, and the signature of the individual to whom the record 
pertains. The other individual shall sign the authorization in the 
presence of the Privacy Officer. An individual shall not be required 
to state a reason or otherwise justify his or her decision to be 
accompanied by another individual during personal access to a 
record. 

(g) Initial denial of access--(1) Grounds. Access by an indi- 
vidual to a record which pertains to that individual will be denied 
only upon a determination by the Privacy Officer that: 

(i) The record is exempt under § 102.33 or § 102.34, or exempt 
by determination of another agency publishing notice of the 
system of records, as described in § 102.23(f); 

(ii) The record is information compiled in reasonable anticipa- 
tion of a civil action or proceeding; 

(iii) The provisions of § 102.26 pertaining to medical records 
temporarily have been invoked; or 

(iv) The individual has unreasonably failed to comply with the 
procedural requirements of this part. 

(2) Notification. The Privacy Officer shall give notice of denial 
of access to records to the individual in writing and shall include 
the following information: 

(i) The Privacy Officer’s name and title or position; 

(ii) The date of the denial; 

(iii) The reasons for the denial, including citation to the 
appropriate section of the Act and this part; 
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(iv) The individual’s opportunities, if any, for further adminis- 
trative consideration, including the identity and address of the 
responsible official. If no further administrative consideration 
within USPTO is available, the notice shall state that the denial is 
administratively final; and 

(v) If stated to be administratively final within USPTO, the 
individual’s right to judicial review provided under 5 U.S.C. 
552a(g)(1), as limited by 5 U.S.C. 552a(g)(5). 

(3) Administrative review. When an initial denial of a request is 
issued by the Privacy Officer, the individual’s opportunities for 
further consideration shall be as follows: 

(i) As to denial under paragraph (g)(1)(i) of this section, two 
opportunities for further consideration are available in the alter- 
native: 

(A) If the individual contests the application of the exemption to 
the records, review procedures in § 102.25(g)(3)(ii) shall apply; or 

(B) If the individual challenges the exemption itself, the 
procedure is a petition for the issuance, amendment, or repeal of a 
rule under 5 U.S.C. 553(e). If the exemption was determined by 
USPTO, such petition shall be filed with the General Counsel. If 
the exemption was determined by another agency (as described in 
§ 102.23(f)), USPTO will provide the individual with the name 
and address of the other agency and any relief sought by the 
individual shall be that provided by the regulations of the other 
agency.Within USPTO, no such denial is administratively final 
until such a petition has been filed by the individual and disposed 
of on the merits by the General Counsel. 

(ii) As to denial under paragraphs (g)(1)(ii) of this section, 
(g)(1)(iv) of this section or (to the limited extent provided in 
paragraph (g)(3)(i)(A) of this section) paragraph (g)(1)(i) of this 
section, the individual may file for review with the General 
Counsel, as indicated in the Privacy Officer’s initial denial 
notification. The procedures appearing in § 102.28 shall be 
followed by both the individual and USPTO to the maximum 
extent practicable. 

(iii) As to denial under paragraph (g)(1)(iii) of this section, no 
further administrative consideration within USPTO is available 
because the denial is not administratively final until expiration of 
the time period indicated in § 102.26(a). 

(h) If a request is partially granted and partially denied, the 
Privacy Officer shall follow the appropriate procedures of this 
section as to the records within the grant and the records within the 
denial. 


§ 102.26 Special procedures: Medical records. 


(a) No response to any request for access to medical records by 
an individual will be issued by the Privacy Officer for a period of 
seven working days (i.e., excluding Saturdays, Sundays, and legal 
public holidays) from the date of receipt. 

(b) USPTO has published as a routine use, for all systems of 
records containing medical records, consultations with an indi- 
vidual’s physician or psychologist if, in the sole judgment of 
USPTO, disclosure could have an adverse effect upon the indi- 
vidual. The mandatory waiting period set forth in paragraph (a) of 
this section will permit exercise of this routine use in appropriate 
cases. USPTO will pay no cost of any such consultation. 

(c) In every case of a request by an individual for access to 
medical records, the Privacy Officer shall: 

(1) Inform the individual of the waiting period prescribed in 
paragraph (a) of this section; 

(2) Obtain the name and address of the individual’s physician 
and/or psychologist, if the individual consents to give them; 

(3) Obtain specific, written consent for USPTO to consult the 
individual’s physician and/or psychologist in the event that 
USPTO believes such consultation is advisable, if the individual 
consents to give such authorization; 

(4) Obtain specific, written consent for USPTO to provide the 
medical records to the individual’s physician or psychologist in the 
event that USPTO believes access to the record by the individual 
is best effected under the guidance of the individual’s physician or 
psychologist, if the individual consents to give such authorization; 
and 

(5) Forward the individual’s medical record to USPTO’s medi- 
cal expert for review and a determination on whether consultation 
with or transmittal of the medical records to the individual’s 
physician or psychologist is warranted. If the consultation with or 
transmittal of such records to the individual’s physician or psy- 
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chologist is determined to be warranted, USPTO’s medical expert 
shall so consult or transmit. Whether or not such a consultation or 
transmittal occurs, USPTO’s medical officer shall provide instruc- 
tion to the Privacy Officer regarding the conditions of access by the 
individual to his or her medical records. 

(d) If an individual refuses in writing to give the names and 
consents set forth in paragraphs (c)(2) through (c)(4) of this 
section and USPTO has determined that disclosure could have an 
adverse effect upon the individual, USPTO shall give the indi- 
vidual access to said records by means of a copy, provided without 
cost to the requester, sent registered mail return receipt requested. 


§ 102.27 Procedures for making requests for correction or 
Amendment. 


(a) Any individual, regardless of age, who is a citizen of the 
United States or an alien lawfully admitted for permanent resi- 
dence into the United States may submit a request for correction or 
amendment to USPTO. The request should be made either in 
person or by mail addressed to the Privacy Officer who processed 
the individual’s request for access to the record, and to whom is 
delegated authority to make initial determinations on requests for 
correction or amendment. The office of the Privacy Officer is open 
to the public between the hours of 9:00 a.m. and 4:00 p.m., 
Monday through Friday (excluding legal public holidays). 

(b) Requests submitted by mail should include the words 
“PRIVACY ACT REQUEST” in capital letters at the top of the 
letter and on the face of the envelope. Any request which is not 
addressed as specified in paragraph (a) of this section or which is 
not marked as specified in this paragraph will be so addressed and 
marked by USPTO personnel and forwarded immediately to the 
Privacy Officer. A request which is not properly addressed by the 
individual will not be deemed to have been “received” for 
purposes of measuring the time period for response until actual 
receipt by the Privacy Officer. In each instance when a request so 
forwarded is received, the Privacy Officer shall notify the indi- 
vidual that his or her request was improperly addressed and the 
date the request was received at the proper address. 

(c) Since the request, in all cases, will follow a request for 
access under § 102.25, the individual’s identity will be established 
by his or her signature on the request and use of the USPTO 
control number assigned to the request. 

(d) A request for correction or amendment should include the 
following: 

(1) Specific identification of the record sought to be corrected or 
amended (for example, description, title, date, paragraph, sen- 
tence, line and words); 

(2) The specific wording to be deleted, if any; 

(3) The specific wording to be inserted or added, if any, and the 
exact place at which to be inserted or added; and 

(4) A statement of the basis for the requested correction or 
amendment, with all available supporting documents and materials 
which substantiate the statement. The statement should identify the 
criterion of the Act being invoked, that is, whether the information 
in the record is unnecessary, inaccurate, irrelevant, untimely or 
incomplete. 


§ 102.28 Review of requests for correction or amendment. 


(a)(1)(i) Not later than ten working days (i.e., excluding 
Saturdays, Sundays and legal public holidays) after receipt of a 
request to correct or amend a record, the Privacy Officer shall send 
an acknowledgment providing an estimate of time within which 
action will be taken on the request and asking for such further 
information as may be necessary to process the request. The 
estimate of time may take into account unusual circumstances as 
described in § 102.25(a). No acknowledgment will be sent if the 
request can be reviewed, processed, and the individual notified of 
the results of review (either compliance or denial) within the ten 
working days. Requests filed in person will be acknowledged in 
writing at the time submitted. 

(ii) If the Privacy Officer fails to send the acknowledgment 
within ten working days, as provided in paragraph (a)(1)(i) of this 
section, the requester may ask the General Counsel to take 
corrective action. No failure of the Privacy Officer to send an 
acknowledgment shall confer administrative finality for purposes 
of judicial review. 
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(2) Promptly after acknowledging receipt of a request, or after 
receiving such further information as might have been requested, 
or after arriving at a decision within the ten working days, the 
Privacy Officer shall either: 

(i) Make the requested correction or amendment and advise the 
individual in writing of such action, providing either a copy of the 
corrected or amended record or a statement as to the means 
whereby the correction or amendment was effected in cases where 
a copy cannot be provided (for example, erasure of information 
from a record maintained only in magnetically recorded computer 
files); or 

(ii) Inform the individual in writing that his or her request is 
denied and provide the following information: 

(A) The Privacy Officer’s name and title or position; 

(B) The date of the denial; 

(C) The reasons for the denial, including citation to the 
appropriate sections of the Act and this subpart; and 

(D) The procedures for appeal of the denial as set forth in § 
102.29, including the address of the General Counsel. 

(3) The term promptly in this section means within thirty 
working days (i.e., excluding Saturdays, Sundays, and legal public 
holidays). If the Privacy Officer cannot make the determination 
within thirty working days, the individual will be advised in 
writing of the reason therefor and of the estimated date by which 
the determination will be made. 

(b) Whenever an individual’s record is corrected or amended 
pursuant to a request by that individual, the Privacy Officer shall 
be responsible for notifying all persons and agencies to which the 
corrected or amended portion of the record had been disclosed 
prior to its correction or amendment, if an accounting of such 
disclosure required by the Act was made. The notification shall 
require a recipient agency maintaining the record to acknowledge 
receipt of the notification, to correct or amend the record, and to 
apprise any agency or person to which it had disclosed the record 
of the substance of the correction or amendment. 

(c) The following criteria will be considered by the Privacy 
Officer in reviewing a request for correction or amendment: 

(1) The sufficiency of the evidence submitted by the individual; 

(2) The factual accuracy of the information; 

(3) The relevance and necessity of the information in terms of 
purpose for which it was collected; 

(4) The timeliness and currency of the information in light of the 
purpose for which it was collected; 

(5) The completeness of the information in terms of the purpose 
for which it was collected; 

(6) The degree of risk that denial of the request could unfairly 
result in determinations adverse to the individual; 

(7) The character of the record sought to be corrected or 
amended; and 

(8) The propriety and feasibility of complying with the specific 
means of correction or amendment requested by the individual. 

(d) USPTO will not undertake to gather evidence for the 
individual, but does reserve the right to verify the evidence which 
the individual submits. 

(e) Correction or amendment of a record requested by an 
individual will be denied only upon a determination by the Privacy 
Officer that: 

(1) The individual has failed to establish, by a preponderance of 
the evidence, the propriety of the correction or amendment in light 
of the criteria set forth in paragraph (c) of this section; 

(2) The record sought to be corrected or amended is part of the 
official record in a terminated judicial, quasi-judicial, or quasi- 
legislative proceeding to which the individual was a party or 
participant; 

(3) The information in the record sought to be corrected or 
amended, or the record sought to be corrected or amended, is the 
subject of a pending judicial, quasi-judicial, or quasi-legislative 
proceeding to which the individual is a party or participant; 

(4) The correction or amendment would violate a duly enacted 
statute or promulgated regulation; or 

(5) The individual has unreasonably failed to comply with the 
procedural requirements of this part. 

(f) If a request is partially granted and partially denied, the 
Privacy Officer shall follow the appropriate procedures of this 
section as to the records within the grant and the records within the 
denial. 
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§ 102.29 Appeal of initial adverse determination on correction 
or amendment. 


(a) When a request for correction or amendment has been denied 
initially under § 102.28, the individual may submit a written 
appeal within thirty working days (i.e., excluding Saturdays, 
Sundays and legal public holidays) after the date of the initial 
denial. When an appeal is submitted by mail, the postmark is 
conclusive as to timeliness. 

(b) An appeal should be addressed to the General Counsel, 
United States Patent and Trademark Office, WASHINGTON DC 
20231. An appeal should include the words “PRIVACY APPEAL” 
in capital letters at the top of the letter and on the face of the 
envelope. An appeal not addressed and marked as provided herein 
will be so marked by USPTO personnel when it is so identified and 
will be forwarded immediately to the General Counsel. An appeal 
which is not properly addressed by the individual will not be 
deemed to have been “received for purposes of measuring the 
time periods in this section until actual receipt by the General 
Counsel. In each instance when an appeal so forwarded is 
received, the General Counsel shall notify the individual that his or 
her appeal was improperly addressed and the date when the appeal 
was received at the proper address. 

(c) The individual’s appeal shall include a statement of the 
reasons why the initial denial is believed to be in error and 
USPTO’s control number assigned to the request. The appeal shall 
be signed by the individual. The record which the individual 
requests be corrected or amended and all correspondence between 
the Privacy Officer and the requester will be furnished by the 
Privacy Officer who issued the initial denial.Although the forego- 
ing normally will comprise the entire record on appeal, the General 
Counsel may seek additional information necessary to assure that 
the final determination is fair and equitable and, in such instances, 
disclose the additional information to the individual to the greatest 
extent possible, and provide an opportunity for comment thereon. 

(d) No personal appearance or hearing on appeal will be 
allowed. 

(e) The General Counsel shall act upon the appeal and issue a 
final determination in writing not later than thirty working days 
(i.e., excluding Saturdays, Sundays and legal public holidays) 
from the date on which the appeal is received, except that the 
General Counsel may extend the thirty days upon deciding that a 
fair and equitable review cannot be made within that period, but 
only if the individual is advised in writing of the reason for the 
extension and the estimated date by which a final determination 
will issue. The estimated date should not be later than the sixtieth 
working day after receipt of the appeal unless unusual circum- 
stances, as described in § 102.25(a), are met. 

(f) If the appeal is determined in favor of the individual, the final 
determination shall include the specific corrections or amendments 
to be made and a copy thereof shall be transmitted promptly both 
to the individual and to the Privacy Officer who issued the initial 
denial. Upon receipt of such final determination, the Privacy 
Officer promptly shall take the actions set forth in § 102.28(a)(2)(i) 
and (b). 

(g) If the appeal is denied, the final determination shall be 
transmitted promptly to the individual and state the reasons for the 
denial. The notice of final determination also shall inform the 
individual of the following: 

(1) The right of the individual under the Act to file a concise 
statement of reasons for disagreeing with the final determination. 
The statement ordinarily should not exceed one page and USPTO 
reserves the right to reject a statement of excessive length. Such a 
statement shall be filed with the General Counsel. It should 
provide the USPTO control number assigned to the request, 
indicate the date of the final determination and be signed by the 
individual. The General Counsel shall acknowledge receipt of such 
statement and inform the individual of the date on which it was 
received. 

(2) The facts that any such disagreement statement filed by the 
individual will be noted in the disputed record, that the purposes 
and uses to which the statement will be put are those applicable to 
the record in which it is noted, and that a copy of the statement will 
be provided to persons and agencies to which the record is 
disclosed subsequent to the date of receipt of such statement; 

(3) The fact that USPTO will append to any such disagreement 
statement filed by the individual, a copy of the final determination 
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or summary thereof which also will be provided to persons and 
agencies to which the disagreement statement is disclosed; and, 

(4) The right of the individual to judicial review of the final 
determination under 5 U.S.C. 552a(g)(1)(A), as limited by 5 
U.S.C. 552a(g)(5). 

(h) In making the final determination, the General Counsel shall 
employ the criteria set forth in § 102.28(c) and shall deny an 
appeal only on the grounds set forth in § 102.28(e). 

(i) If an appeal is partially granted and partially denied, the 
General Counsel shall follow the appropriate procedures of this 
section as to the records within the grant and the records within the 
denial. 

(j) Although a copy of the final determination or a summary 
thereof will be treated as part of the individual’s record for 
purposes of disclosure in instances where the individual has filed 
a disagreement statement, it will not be subject to correction or 
amendment by the individual. 

(k) The provisions of paragraphs (g)(1) through (g)(3) of this 
section satisfy the requirements of 5 U.S.C. 552a(e)(3). 


§ 102.30 Disclosure of record to person other than the 
individual to whom it pertains. 


(a) USPTO may disclose a record pertaining to an individual to 
a person other than the individual to whom it pertains only in the 
following instances: 

(1) Upon written request by the individual, including authori- 
zation under § 102.25(f); 

(2) With the prior written consent of the individual; 

(3) To a parent or legal guardian under 5 U.S.C. 552a(h); 

(4) When required by the Act and not covered explicitly by the 
provisions of 5 U.S.C. 552a(b); and 

(5) When permitted under 5 U.S.C. 552a(b)(1) through (12), 
which read as follows:' 


5 U.S.C. 552a(b)(4) has no application within USPTO 


(i) To those officers and employees of the agency which 
maintains the record who have a need for the record in the 
performance of their duties; 

(ii) Required under 5 U.S.C. 552 ; 

(iii) For a routine use as defined in 5 U.S.C. 552a(a)(7) and 
described under 5 U.S.C. 552a(e)(4)(D); 

(iv) To the Bureau of the Census for purposes of planning or 
carrying out a census or survey or related activity pursuant to the 
provisions of Title 13; 

(v) To a recipient who has provided the agency with advance 
adequate written assurance that the record will be used solely as a 
statistical research or reporting record, and the record is to be 
transferred in a form that is not individually identifiable; 

(vi) To the National Archives and Records Administration as a 
record which has sufficient historical or other value to warrant its 
continued preservation by the United States Government, or for 
evaluation by the Archivist of the United States or the designee of 
the Archivist to determine whether the record has such value; 

(vii) To another agency or to an instrumentality of any govern- 
mental jurisdiction within or under the control of the United States 
for a civil or criminal law enforcement activity if the activity is 
authorized by law, and if the head of the agency or instrumentality 
has made a written request to the agency which maintains the 
record specifying the particular portion desired and the law 
enforcement activity for which the record is sought; 

(vili) To a person pursuant to a showing of compelling circum- 
stances affecting the health or safety of an individual if upon such 
disclosure notification is transmitted to the last known address of 
such individual; 

(ix) To either House of Congress, or, to the extent of matter 
within its jurisdiction, any committee or subcommittee thereof, 
any joint committee of Congress or subcommittee of any such 
joint committee; 

(x) To the Comptroller General, or any of his authorized 
representatives, in the course of the performance of the duties of 
the General Accounting Office; 

(xi) Pursuant to the order of a court of competent jurisdiction; or 

(xii) To a consumer reporting agency in accordance with 
3711(e) of Title 31 

(b) The situations referred to in paragraph (a)(4) of this section 
include the following: 
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(1) 5 U.S.C. 552a(c)(4) requires dissemination of a corrected or 
amended record or notation of a disagreement statement by 
USPTO in certain circumstances; 

(2) 5 U.S.C. 552a(d) requires disclosure of records to the 
individual to whom they pertain, upon request; and 

(3) 5 U.S.C. 552a(g) authorizes civil action by an individual and 
requires disclosure by USPTO to the court. 

(c) The Privacy Officer shall make an accounting of each 
disclosure by him of any record contained in a system of records 
in accordance with 5 U.S.C. 552a(c) (1) and (2).Except for a 
disclosure made under 5 U.S.C. 552a(b)(7), the Privacy Officer 
shall make such accounting available to any individual, insofar as 
it pertains to that individual, on request submitted in accordance 
with § 102.24. The Privacy Officer shall make reasonable efforts to 
notify any individual when any record in a system of records is 
disclosed to any person under compulsory legal process, promptly 
upon being informed that such process has become a matter of 
public record. 


§ 102.31 Fees. 


The only fees to be charged to or collected from an individual 
under the provisions of this part are for duplication of records at 
the request of the individual. The Privacy Officer shall charge fees 
for duplication of records under the Act in the same way in which 
they charge duplication fees under § 102.11, except as provided in 
this section. 

(a) No fees shall be charged or collected for the following: 
Search for and retrieval of the records; review of the records; 
copying at the initiative of USPTO without a request from the 
individual; transportation of records and personnel; and first-class 
postage. 

(b) It is the policy of USPTO to provide an individual with one 
copy of each record corrected or amended pursuant to his or her 
request without charge as evidence of the correction or amend- 
ment. 

(c) As required by the United States Office of Personnel 
Management in its published regulations implementing the Act, 
USPTO will charge no fee for a single copy of a personnel record 
covered by that agency’s Government-wide published notice of 
systems of records. 


§ 102.32 Penalties. 


(a) The Act provides, in pertinent part: Any person who 
knowingly and willfully requests or obtains any record concerning 
an individual from an agency under false pretenses shall be guilty 
of a misdemeanor and fined not more than $5,000. (5 U.S.C. 
552a(i)(3)). 

(b) A person who falsely or fraudulently attempts to obtain 
records under the Act also may be subject to prosecution under 
such other criminal statutes as 18 U.S.C. 494, 495 and 1001. 


§ 102.33 General exemptions. 


(a) Individuals may not have access to records maintained by 
USPTO but which were provided by another agency which has 
determined by regulation that such information is subject to 
general exemption under 5 U.S.C. 552a(j). If such exempt records 
are within a request for access, USPTO will advise the individual 
of their existence and of the name and address of the source 
agency. For any further information concerning the record and the 
exemption, the individual must contact that source agency. 

(b) The general exemption determined to be necessary and 
proper with respect to systems of records maintained by USPTO, 
including the parts of each system to be exempted, the provisions 
of the Act from which they are exempted, and the justification for 
the exemption, is as follows: Investigative Records--Contract and 
Grant Frauds and Employee Criminal Misconduct--COMMERCE/ 
DEPT.-12. Pursuant to 5 U.S.C. 552a(j)(2), these records are 
hereby determined to be exempt from all provisions of the Act, 
except 5 U.S.C. 552a (b), (c) (1) and (2), (e)(4) (A) through (FP), (e) 
(6), (7), (9), (10), and (11), and (i). These exemptions are necessary 
to ensure the proper functions of the law enforcement activity, to 
protect confidential sources of information, to fulfill promises of 
confidentiality, to prevent interference with law enforcement 
proceedings, to avoid the disclosure of investigative techniques, to 
avoid the endangering of law enforcement personnel, to avoid 
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premature disclosure of the knowledge of criminal activity and the 
evidentiary bases of possible enforcement actions, and to maintain 
the integrity of the law enforcement process. 


§ 102.34 Specific exemptions. 


(a)(1) Some systems of records under the Act which are 
maintained by USPTO contain, from time-to-time, material subject 
to the exemption appearing at 5 U.S.C. 552a(k)(1), relating to 
national defense and foreign policy materials. The systems of 
records published in the Federal Register by USPTO which are 
within this exemption are: COMMERCE/PAT-TM-6, COM- 
MERCE/PAT-TM-7, COMMERCE/PAT-TM-8, COMMERCE/ 
PAT-TM-9. 

(2) USPTO hereby asserts a claim to exemption of such 
materials wherever they might appear in such systems of records, 
or any systems of records, at present or in the future. The materials 
would be exempt from 5 U.S.C. 552a (c)(3), (d), (e)(1), (e(4) (G), 
(H), and (1), and (f) to protect materials required by Executive 
order to be kept secret in the interest of the national defense and 
foreign policy. 

(b) The specific exemptions determined to be necessary and 
proper with respect to systems of records maintained by USPTO, 
including the parts of each system to be exempted, the provisions 
of the Act from which they are exempted, and the justification for 
the exemption, are as follows: 

(1)G) Exempt under 5 U.S.C. 552a(k)(2). The systems of 
records exempt (some only conditionally), the sections of the Act 
from which exempted, and the reasons therefor are as follows: 

(A) Investigative Records--Contract and Grant Frauds and 
Employee Criminal Misconduct--COMMERCE/DEPT-12, but 
only on condition that the general exemption claimed in [0015] 

§ 102.33(b)(3) is held to be invalid: 

(B) Investigative Records--Persons Within the Investigative 
Jurisdiction of USPTO--COMMERCE/DEPT- 13; 

(C) Litigation, Claims and Administrative Proceeding Records-- 
COMMERCE/DEPT- 14; 

(D) Attorneys and Agents Registered to Practice Before the 
Office--COMMERCE/PAT-TM-1; 

(E) Complaints, Investigations and Disciplinary Proceedings 
Relating to Registered Patent Attorneys and Agents--COM- 
MERCE/PAT-TM-2; and 

(F) Non-Registered Persons Rendering Assistance to Patent 
Applicants--COMMERCE/PAT-TM-S. 

(ii) The foregoing are exempted from 5 U.S.C. 552a (c)(3), (d), 
(e)(1), (e)(4)(G), (H), and (I), and (f). The reasons for asserting the 
exemption are to prevent subjects of investigation from frustrating 
the investigatory process, to insure the proper functioning and 
integrity of law enforcement activities, to prevent disclosure of 
investigative techniques. to maintain the ability to obtain necessary 
information, to fulfill commitments made to sources to protect 
their identities and the confidentiality of information and to avoid 
endangering these sources and law enforcement personnel. Special 
note is taken of the fact that the proviso clause in this exemption 
imports due process and procedural protections for the individual. 
The existence and general character of the information exempted 
will be made known to the individual to whom it pertains. 

(2)G) Exempt under 5 U.S.C. 552a(k)(5). The systems of 
records exempt (some only conditionally), the sections of the act 
from which exempted, and the reasons therefor are as follows: 

(A) Investigative Records--Contract and Grant Frauds and 
Employee Criminal Misconduct--COMMERCE/DEPT-12, but 
only on condition that the general exemption claimed in § 
102.33(b)(3) is held to be invalid; 

(B) Investigative Records--Persons Within the Investigative 
Jurisdiction of USPTO--COMMERCE/DEPT- 13; and 
(C) Litigation, Claims, and Administrative 

Records--COMMERCE/DEPT- 14. 

(ii) The foregoing are exempted from 5 U.S.C. 552a (c)(3), (d), 
(e)(1), (e)(4) (G), (H), and (1), and (f). The reasons for asserting the 
exemption are to maintain the ability to obtain candid and 
necessary information, to fulfill commitments made to sources to 
protect the confidentiality of information, to avoid endangering 
these sources and, ultimately, to facilitate proper selection or 
continuance of the best applicants or persons for a given position 
or contract. Special note is made of the limitation on the extent to 
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which this exemption may be asserted. The existence and general 
character of the information exempted will be made known to the 
individual to whom it pertains. 

(c) At the present time, USPTO claims no exemption under 5 
U.S.C. 552a(k) (3), (4), (6) and (7). 


APPENDIX TO PART 102 -- SYSTEMS OF RECORDS NO- 
TICED BY OTHER FEDERAL AGENCIES! AND APPLI- 
CABLE TO USPTO RECORDS AND APPLICABILITY OF 
THIS PART THERETO 





Category of Records 

Federal Personnel 
Records. 

Federal Employee 
Compensation Act 
Program. 

Equal Employment 
Opportunity Appeal 
Complaints. 

Formal Complaints/ 
Appeals of Adverse 
Personnel Actions. 


Other Federal Agency 

Office of Personnel 
Management.~ 

Department of Labor.* 


Equal Employment 
Opportunity Commission.* 


Merit Systems 
Protection Board.* 





‘Other than systems of records noticed by the Department of Commerce. 
Where the system of records applies only to USPTO, these regulations 
apply. Where the system of records applies generally to components of the 
Department of Commerce, the regulations of that department attach at the 
point of any denial for access or for correction or amendment. 


?The provisions of this part do not apply to these records covered by notices 
of systems of records published by the Office of Personnel Management for 
all agencies. The regulations of OPM alone apply. 


*The provisions of this part apply only initially to these records covered by 
notices of systems of records published by the U.S. Department of Labor for 
all agencies. The regulations of that department attach at the point of any 
denial for access or for correction or amendment. 


*The provisions of this part do not apply to these records covered by notices 
of systems of records published by the Equal Employment Opportunity 
Commission for all agencies. The regulations of the Commission alone 
apply. 


*The provisions of this part do not apply to these records covered by notices 
of systems of records published by the Merit Systems Protection Board for 
all agencies. The regulations of the Board alone apply 


Q. TODD DICKINSON 

Under Secretary of Commerce for 
Intellectual Property and Director of the 
United States Patent and Trademark Office 


{1238 OG 148] 





(46) Filing of a Notice of Appeal to the Court of 
Appeals for the Federal Circuit in the Patent 


And Trademark Office 


This notice supersedes a notice entitled Filing of a Notice of 
Appeal to the Federal Circuit and Service of Court Papers on the 
Commissioner of Patents and Trademarks published at 1079 Off. 
Gaz. Office 72 (June 30, 1987). 

A notice of appeal to the Court of Appeals for the Federal 
Circuit may be filed in the Patent and Trademark Office in any one 
of the following ways: 


A. By first-class mail addressed as follows, in which case the 
notice of appeal must actually reach the Patent and Trademark 
Office by the due date: 


Box 8 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

Attention: Office of the Solicitor 
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B. By “Express Mail” (U.S. Postal Service only) under 37 CFR 
§ 1.10 addressed as follows, in which case the notice of appeal is 
deemed filed on the date of the Express Mail certificate: 


Box 8 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

Attention: Office of the Solicitor 


C. By hand (on or before the due date) to the Office of the 
Solicitor. The Office of the Solicitor is located at: 


Crystal Park Il 
Suite 918 

2121 Crystal Drive 
Arlington, Va. 


D. By facsimile transmission to the Office of the Solicitor. The 
telephone number for accessing the Office of the Solicitor fac- 
simile machine is (703) 557-9373. A notice of appeal will be 
deemed timely filed on the date the facsimile transmission is 
received by the Office of the Solicitor, provided an original notice 
of appeal is subsequently received in either of the following ways: 


(1) An original, signed copy of the notice of appeal is actually 
received in the Office of the Solicitor within five calendar days of 
the facsimile transmission; or, 

(2) An original, signed copy of the notice of appeal is mailed by 
“Express Mail” (U.S. Postal Service only) under 37 CFR § 1.10 on 
the day of the facsimile transmission. 


The facsimile machine for receiving a notice of appeal is located 
in the Office of the Solicitor and is staffed during the business 
hours of 8:30 a.m. to 5:00 p.m., Monday through Friday, excluding 
holidays. Due to possible equipment failure or maintenance 
requirements, precautions must be taken when relying on the 
availability of this service near the end of the time for filing a 
notice of appeal. 
Mar. 22, 1990 FRED E. McKELVEY 


Solicitor 
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(47) Service of Court Papers on the Commissioner 


of Patents and Trademarks 


Court papers other than a notice of appeal to the U.S. Court of 
Appeals for the Federal Circuit may be served on the Commis- 
sioner in either of the following ways: 


A. By hand between 8:30 a.m. and 5:00 p.m. at the Office of the 
Solicitor, located in Crystal Park II, Suite 918, 2121 Crystal Drive, 
Arlington, Va. 


B. By mail in an envelope addressed as follows: 
Office of the Solicitor 

P.O. Box 15667 

Arlington, Va. 22215 


While the above mail service address may be supplemented to 
include the name of the particular attorney assigned to the court 
case, it must not be supplemented to refer to either the Commis- 
sioner of Patents and Trademarks or the U.S. Patent and Trade- 
mark Office (PTO). 


Court papers mailed to an address other than the above mail 
service address and court papers delivered by hand are deemed to 
have been served on the Commissioner when actually received in 
the Office of the Solicitor. 


Papers which are not court papers and are intended to be filed in 
the PTO in connection with an application or other proceeding 
pending in the Office shall not be mailed to the Solicitor’s mail 
service address. Any such papers which are mailed to the Solici- 
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tor’s mail service address will not be considered to have been filed 
in the PTO. Instead, all such papers will be returned. No 
exceptions will be made to this policy. 


Mar. 22, 1990 FRED E. McKELVEY 


Solicitor 
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(48) Facsimile Submission of Assignment Documents 


is Now Available to PTO Customers 


The Patent and Trademark Office (PTO) is now accepting fac- 
simile (fax) transmissions to record an assignment or other 
documents affecting title. This process allows customers to submit 
their documents directly into the automated Patent and Trademark 
Assignment System and receive the resulting recordation notice at 
their fax machine. 


Here is additional information about the new service: 


What is the fax number for the Patent and Trademark 
Assignment System? 


The system's fax number is (703) 306-5995. 
What are the benefits of fax submission? 


For both the submitter and the PTO, fax transmission significantly 
reduces the time and costs associated with preparing, processing, 
and mailing assignment documents in paper. Automatic confirma- 
tion of fax transmission and receipt in the Office eliminates the 
need to make follow-up calls inquiring about the status or location 
of documents. Because receipt is not dependent on the US Postal 
Service or overnight delivery services, the receipt and recordation 
date is more certain. 


What assignment-related documents and transactions may be 
submitted via fax? 


Any document with: (1) an identified application, patent, or 
trademark registration number; (2) one cover sheet to record a 
single type of transaction; and (3) the fee paid by a PTO Deposit 
Account. 


What documents or transactions cannot be submitted via fax? 


1. Assignments submitted concurrent with newly filed patent 
applications. These must continue to be sent to the Office of Initial 
Patent Examination with the application. 


2. Documents submitted in accordance with the Trademark Law 
Treaty where an application or registration number is not identi- 
fied. 


3. Documents with two or more cover sheets; e.g., 
document with one cover sheet to record an assignment, and a 
second cover sheet to record separately a license relating to the 
same property. 


a single 


4. Requests for corrections to documents recorded previously. 
5. Requests for “at cost” recordation services. 
6. Documents with payment by credit card. 


If I fax an assignment document, do I still need to have a cover 
sheet? 


Yes. The requirements for recordation outlined in 37 CFR Part 3 
remain unchanged. An accurate and complete cover sheet is the 
key to the recordation process because it is the source of the 
bibliographic data the Assignment Division enters into PTO 
records. 


When can I fax an assignment document to the PTO? 
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Fax service is available 24 hours a day, 7 days a week. The date of 
receipt accorded to an assignment document sent to the PTO by 
facsimile transmission is the date the complete transmission is 
received by the Patent and Trademark Assignment System. If the 
transmission is completed after 12:00 midnight Eastern Time, the 
receipt date accorded will be the next business day. If a document 
is received over the weekend or on a Federal holiday, the receipt 
date will be the next business day. The benefits of a certificate of 
transmission under 37 CFR 1.8 are available to the customer. 


What equipment do I need? 


No specific make or model of fax machine is needed. However, the 
customer’s fax machine must be connected to a dedicated tele- 
phone line because recorda:.on notices will be returned automati- 
cally to the sending fax number through the Office’s automated 
Patent and Trademark Assignment System. Fax machines associ- 
ated with PBX lines or on shared lines are not acceptable because 
a person will answer the line, thus causing delivery to fail. 


Even if I have a fax mackine on a dedicated line, what happens 
if the PTO is unable to {ax back the recordation notice to me? 


Our system will attempt to send the recordation notice for 24 
hours. If the system is unable to complete the transmission, the 
notice will be printed and returned by US Postal Service first class 
mail. 


Is there any difference between the fax version of the recorda- 
tion notice and the notices now being returned by mail? 


Everything is the same except that the bar code label on all faxed 
notices will start with the number “7”. 


Will the assignment document I faxed to the PTO be returned 
with the recordation notice? 


Recorded documents will not be returned with the “Notice of 
Recordation.” Since 1995 ail recorded documents submitted by 
customers have not been stamped or otherwise identified as 
recorded. Our automated system assigns the reel and frame 
numbers and superimposes recordation stampings on the elec- 
tronic images we process and store. Once a document has been 
scanned into the automated system, it has served its purpose. 
That’s one of the reasons the PTO has preferred to receive copies 
rather than original documents. 


What happens if it is determined that the document cannot be 
recorded as transmitted? 


If a document is determined not to be recordable, the entire 
document, with its associated cover sheet, and the PTO “Notice of 
Non-Recordation.“ will be transmitted via fax back to the 
customer. Once corrections are made, the initial submission, as 
amended, may then be resubmitted by fax. Timely resubmission 
will provide customers with the benefit of the initial receipt date as 
the PTO recordation date in accordance with 37 CFR 3.51. 


What if I need to have a copy of a recorded document showing 
the stampings? 


Nothing changes here. Copies of all recorded documents, either 
certified or uncertified, are available upon payment of the appro- 
priate fee from the Document Services Division, Office of Public 
Records. These copies will have the reel and frame numbers and 
recordation stampings, which were electronically superimposed on 
the recorded images. 


What if I have a question about the fax service or need help? 


Assignment Division staff are available to assist customers Mon- 
day through Friday from 8:30 a.m. to 5:00 p.m., Eastern Time. The 
number is (703) 308-9723. 
January 5, 2000 WESLEY H. GEWEHR 
Administrator for Information Dissemination 
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(49) Improved Pre-Exam Notices to 
Result From the Deployment of the 
Patent Application Location and Monitoring 
(PALM) Migration Pre-examination Subsystem 


SUMMARY: 


The Patent Application Location and Monitoring Migration 
(PALM-MG) pre-examination subsystem in the Patent and Trade- 
mark Office (PTO) is scheduled to be deployed in February, 2000. 
Under PALM-MG, all notices issued by the Office of Initial Patent 
Examination (OIPE) regarding new application filings shall no 
longer be manually completed on pre-printed forms. Instead, all 
such notices shall be computer generated and only include 
application specific information. Further, the information on and 
the format of filing receipts issued by the PTO shall change. The 
changes are expected to result in notices and filing receipts which 
are simpler, easier to understand and of higher accuracy. 


BACKGROUND: 


The Patent and Trademark Office (PTO) expects to deploy the first 
stage of a modernized Patent Application Location and Monitoring 
system (PALM) in February, 2000. This first stage is part of a 
larger PTO redesign project, known as PALM Migration, that will 
replace the existing PALM system, in stages, over the next few 
years. The first stage of PALM-MG implementation involves using 
the PALM-MG pre-examination subsystem in the Office of Initial 
Patent Examination (OIPE). OIPE will use the PALM-MG pre- 
examination subsystem to: (1) complete the pre-examination 
processing of U.S. national applications; (2) support the patent 
application formalities review process and the generation of 
correspondence with applicants; and (3) record most of the routine 
events that occur during the pre-examination processing of a 
patent application which, for example, will result in a record of 
documents received and notices sent. U.S. national stage applica- 
tions under 35 U.S.C § 371 are processed by PCT Operations, not 
by OIPE. 


Specifically, OIPE will use the PALM-MG pre-examination sub- 
system when performing the patent application formalities review 
process of filed application papers to determine whether (1) the 
papers are sufficient so an application filing date can be granted; 
(2) the appropriate filing fee and oath or declaration have been 
filed; or (3) any pages of specification or figures of drawings have 
been omitted. The PALM-MG pre-examination subsystem will 
then be used to generate all outgoing correspondence related to the 
pre-examination processing of the filed application papers. From 
the public’s perspective, the most apparent change resulting from 
OIPE’s use of PALM-MG will be that the notices (e.g., the notices 
used to inform an applicant if his/her application is incomplete 
and/or has missing parts or omitted items) and filing receipts 
issued by OIPE will look different. The PTO expects that the use 
of PALM-MG will result in greater clarity and higher accuracy in 
the information communicated in the notices and filing receipts 
issued by OIPE. 


PALM-MG CHANGES IN PRE-EXAM NOTICES: 


OIPE currently uses standardized pre-printed notices to inform an 
applicant when his/her application (1) is not entitled to a filing date 
(e.g., “Notice of Incomplete Application” - PTO 1123), or (2) is 
entitled to a filing date but does not include the appropriate filing 
fee and/or oath or declaration (e.g., “Notice to File Missing Parts 
of Application” - PTO-1533), and/or omits any of the pages of 
specification or figures of drawings (e.g., “Notice of Omitted 
Items” - PTO-1669). The standardized pre-printed notices are also 
used to inform an applicant about other informalities in the 
application papers, such as an application filed in a language other 
than English without a certified translation. As the PTO’s existing 
PALM system is only capable of printing header information 
(which includes basic application identifying information and the 
correspondence address) on pre-printed notices, the balance of 
these pre-printed notices must be manually completed by checking 
of one or more appropriate blocks or hand-writing in information. 
In some circumstances, more than one such manually completed 
notice is necessary. 
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Under the new PALM-MG pre-examination subsystem, however, 
all notices shall only include application specific information that 
is computer generated. First a formalities examiner in OIPE will 
review the submitted application papers and complete a detailed 
on-line checklist. Then the PALM-MG pre-examination subsystem 
will process the information from the completed checklist and 
determine whether a notice to the applicant is necessary. If it is, the 
PALM-MG pre-examination subsystem will generate a single 
comprehensive notice customized to that application. Thus, the 
notice will include only the paragraphs and information applicable 
to that application, including any fee amounts that are due, which 
will be calculated by the PALM-MG pre-examination subsystem 
taking into account whether the applicant has small entity status, 
the type of application, the number and types of claims, and any 
fee amount already paid. The PALM-MG pre-examination sub- 
system will also be used to generate customized notices when 
notifying an applicant about abandonment, termination of proceed- 
ings, or new or changed data related to a Customer Number. 


PALM-MG CHANGES IN FILING RECEIPTS: 


After implementation of the PALM-MG pre-exam subsystem, the 
PTO will continue to issue filing receipts; however, the previous 
two-sided blue filing receipt will be replaced by a white filing 
receipt with two holes punched in the top, printed on only one side, 
with additional pages when necessary. Other visible changes in 
filing receipts are as follows: 


1. The field for attorney docket number has been expanded to 25 
alphanumeric characters, and can accommodate mixed case letters, 
spaces, and commas (not previously acceptable). The attorney 
docket numbers which appear on customers’ monthly deposit 
account statements, however, will not reflect these changes since 
the financial accounting system is a separate automated system. An 
updated version of the Revenue and Accounting Management 
(RAM) system expected to be released in the current fiscal year 
2000 and will include an expanded attorney docket number field 
consistent with the PALM-MG pre-examination subsystem; 


2. All the remaining fields of data printed on the filing receipt 
will be in mixed case letters rather than all in upper case letters as 
before; and 


3. An asterisk shall appear next to any continuity data to indicate 
when applicant’s continuity data differs from the PTO’s data. 
When an applicant claims priority of a previously filed application, 
the PALM-MG pre-examination subsystem will be used to check 
the data on the previously filed application and whether the PTO 
has recorded any continuity data for the previously filed applica- 
tion. Thus, the PALM-MG pre-examination subsystem will re- 
trieve all the continuity data on all prior applications when 
recording continuity in the application claiming priority. The 
formalities examiner, when completing the detailed checklist, will 
compare the retrieved PTO data with the data submitted by 
applicant. Any inconsistencies in the data involving the filing date, 
patent number or status of any priority application will be entered 
into the system, and result in an asterisk being printed next to the 
continuity data on the filing receipt, along with an explanatory note 
indicating that the continuity data is inconsistent with PTO 
records. Any request for correction of continuity data for a 
previously filed priority application must be directed to the priority 
application whose data is incorrect and not to the application for 
which the filing receipt was issued. 


ISSUANCE OF ADDITIONAL, OR CORRECTED, FILING 
RECEIPTS: 


OIPE currently issues a filing receipt at the time an application is 
accorded a filing date, and issues an additional filing receipt, 
without charge, if the filing fee and/or oath or declaration are 
submitted after the filing date of the application. The PTO also 
issues a corrected filing receipt, without charge (regardless of 
fault), when correction of a filing receipt is requested by the 
applicant. 


OIPE has recently taken steps to expedite the process of handling 
requests for corrected filing receipts. Previously, it was necessary 
to locate and retrieve the application file in order to make 
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corrections. The new process involves viewing a scanned image of 
the application documents, as filed, thereby eliminating the need to 
retrieve the application file. If desired corrections and/or changes 
to a filing receipt are based on information that was not present in, 
or has changed from, the application, as filed, applicant should 
submit supporting documents (e.g., the executed declaration) and 
a marked-up copy of the filing receipt along with the request for 
corrections. Whenever possible, applicants should submit requests 
for corrected filing receipts along with the reply to an OIPE notice 
since an additional filing receipt is automatically generated when 
the reply is processed. 


USE OF A CUSTOMER NUMBER: 


The PTO strongly encourages the use of Customer Numbers in 
order for applicants to obtain even greater accuracy in their filing 
receipts and notices. A Customer Number may be used to 
designate the address associated with the Customer Number as the 
correspondence address of an application or the fee address of a 
patent, and to submit a power of attorney in an application or 
patent to the registered practitioners associated with the Customer 
Number. See MPEP § 403. Since the use of a Customer Number 
significantly reduces the amount of data that must be entered into 
the PALM-MG system, the data in the PALM-MG system and the 
correspondence address appearing on the filing receipt and any 
notices should be more accurate. The use of a Customer Number 
also permits a change of correspondence address or a change in 
practitioners of a law firm to be made in multiple applications 
through a single paper directed to the Customer Number, rather 
than separate papers directed to each application. 


Questions regarding this change in procedure should be directed to 
the Office of Initial Patent Examination Customer Service Center 
at (703) 308-1202. 
February 9, 2000 NICHOLAS P. GODICI 
Acting Assistant Commissioner 

for Patents 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 1, 2 and 3 
[Docket No. 910246-2140] 
RIN 0651-AA43 


Changes in Patent and Trademark Assignment Practice 
Agency: Patent and Trademark Office, Commerce 
Action: Final Rule. 


Summary: The Patent and Trademark Office (Office) is amending 
the rules of practice regarding assignments in patent and trademark 
cases to improve and clarify the rules, to codify changes in practice 
and to consolidate the rules. The Office has combined the 
assignment rules currently in Parts 1 and 2 into a new Part 3 
directed to assignments. 


Effective Date: Sept. 4, 1992. These rules will be applicable to all 
documents filed with the Office on or after the effective date. 


For Further Information Contact: Trademark related matters: 
Lynne Beresford by telephone at (703) 305-9464 or by mail 
marked to her attention addressed to the Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. 


Patent related matters: Jeffrey V. Nase by telephone at (703) 
305-9282 or by mail marked to his attention and addressed to 
Commissioner of Patents and Trademarks, Box DAC, Washington, 
D.C. 20231. 


Supplementary Information: In a Notice of Proposed Rulemaking 
published in the Federal Register on May 10, 1991 at 56 FR 21641 
and in the Patent and Trademark Office “Official Gazette” of June 
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4, 1991 at 1127 O.G. 8-16, the Office proposed to amend the rules 
of practice in patent and trademark cases to revise, simplify, 
remove, or clarify existing assignment rules or to codify certain 
practices currently in effect. Changes were proposed for rules 
relating to the documents that will be recorded, to the requirements 
for recording a document, to the effect of recording, to new cover 
sheet requirements, to the appointment of domestic representa- 
tives; and to prosecution by assignees and issuance to assignees. 
While the existing rules do not require a cover sheet to accompany 
each document submitted for recording, typically a cover letter is 
submitted to ensure proper processing of the document. 

The Office has encouraged the public to use a cover letter 
containing specific information concerning the document being 
submitted with each document submitted for recording. See 
“Helpful Hints”, 1114 Official Gazette 77 (May 29, 1990). The 
public has adopted the suggested procedure to such an extent that 
most documents now submitted for recordation are accompanied 
by a cover letter which contains the suggested data. Documents 
submitted with these cover letters have enabled the Office to 
greatly improve the quality and efficiency of the recording process. 
To better ensure that the correct data is captured in recordation and 
recorded promptly, the Office is making a cover sheet mandatory. 
The cover sheet will contain all the information necessary for the 
Assignment Branch to properly and promptly process the docu- 
ment. 

Written comments were submitted by 12 firms, 2 individuals, 4 
corporationsand | organization. No one testified at the oral hearing 
held on July 17, 1991. 

The following includes a brief discussion of the rules being 
changed and the reasons for those changes, a detailed section-by- 
section analysis of the final rules, and an analysis of the comments 
received in response to the notice of proposed rulemaking. 
Specific Rules to be Deleted or Added: The existing rules of 
practice in Parts 1 and 2 of Title 37 of the Code of Federal 
Regulations which are deleted are PP1.32, 1.331, 1.332, 1.333, 
1.334, 2.185, 2.186 and 2.187. These rules are deleted in their 
entirety and rewritten and renumbered under a new Part 3. Table | 
is provided to assist readers in correlating previous rules with the 
new rules. 


TABLE 1 





Old Section 
| 
1.331(a) 
1.331(b) 
1.331(c) 
1.332 

1.333 

1.334 
2.185(a) 
2.185(a)(1) 
2.185(a)(2) 
2.185(a)(3) 
2.185(a)(4) 
2.185(b) 
2.185(c) 
2.186 
2.187 


New Section 
3.71 & 3.73 
3.11 

3.26 

3.21 

3.51 

3.56 

3.81 

3.11 

3.31 

3.26 

3.41 

3.61 
3.31(b) 
3.51 

3.71 & 3.73 
3.85 





Consideration was given to moving 1.12 (Assignment records 
open to public inspection.) to Part 3. However, since this section 
primarily relates to records maintained by the Office and proce- 
dures for accessing those records, and no comments were received 
regarding the placement of P1.12, this section remains under the 
general heading “Records and Files” of the Patent and Trademark 
Office. 


Discussion of Specific Rules to be Changed or Added: Section 
1.12(a) is revised to reflect the fact that all assignment records 
related to pre- 1955 trademark records and pre-1957 patent records 
were transferred to the National Archives and Records Adminis- 
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tration (NARA) during 1990. All assignments recorded on or after 
January 1, 1955, for trademarks and May 1, 1957, for patents 
continue to be maintained by the Office. The pre-1955/1957 
records have been transferred to NARA to allow for greater 
accessibility to the public, improvement of file integrity for the 
older records, and preservation of these materials. The pre-1955/ 
1957 assignment cards, digest books, and libers were stored in four 
locations: the Assignment Search Room (ASR) at the Office, the 
Federal Records Center in Suitland, Maryland, the National 
Archives in downtown Washington, D.C., and the National Ar- 
chives location in Alexandria, Virginia. Storage of information in 
these various locations made searching of old assignment records 
difficult. The materials located at the Federal Records Center could 
be ordered from the ASR. However, many times it took months to 
receive the materials. 

All assignment records from 1837 to December 31, 1954, for 
trademarks and from 1837 to April 30, 1957, for patents are now 
maintained and are open for public inspection in the National 
Archives Research Room located at the Washington National 
Records Center Building, 4205 Suitland Road, Suitland, Maryland 
20746. Assignments recorded before 1837 aremaintained at the 
National Archives and Records Administration, 841 South Pickett 
Street, Alexandria, Virginia 22304. 

All requests for abstracts of title continue to be provided by the 
Office upon request and payment of fees set forth in §§ 1.19 and 
2.6. Requests for copies and certified copies of the pre-1955 
records for trademarks and pre-1957 records for patents should be 
directed to NARA since those records are not maintained by the 
Office. Since these records are maintained by NARA, it is more 
expeditious to request copies directly from NARA, rather than the 
Office, which would then have to route the requests to NARA. 
Payment of the fees required by NARA should accompany all 
requests for copies. 

Another change makes clear that separate assignment records 
are kept for patents and trademarks, and that an extra charge will 
be imposed by the Office on requests for copies of recorded 
assignments if the correct reel and frame number are not identified. 

Sections 1.17 and 1.46 are amended to make reference to § 3.81, 
which replaces § 1.334, and delete reference to § 1.334. The 


amount of the fee for recording a document is not affected by this 
tule change. 

Section 1.104(e) is amended to make reference to Part 3, which 
replaces § 1.331, and delete reference to § 1.331. 

Section 3.1 is added to set out definitions of terms used in Part 


3. Terms which are defined include “application,” “assignment,” 
“document,” “Office” (meaning Patent and Trademark Office), 
“recorded document,” and “registration.” Definitions are provided 
to make clear the intended meanings of the terms used in Part 3. 
These definitions are intended to be applicable only to Part 3. For 
example, the term “application” is defined, for the purpose of Part 
3, to mean a national application for patent, an international 
application for patent that designates the United States of America, 
or an application to register a trademark, unless otherwise indi- 
cated. 

Section 3.11 replaces and modifies the practice set forth in §§ 
1.331(a) and 2.185(a), which specify the documents the Office will 
record. This section specifies that assignments of patents and 
registrations will be recorded, as well as other documents which 
affect title to applications, registrations and patents. Section 3.11 
requires that a completed cover sheet as specified in § 3.28 and § 
3.31 be submitted with the document to be recorded. 

Section 3.16 is added to incorporate the limitation set out in 15 
U.S.C. § 1060 proscribing the assignment of an intent-to-use 
trademark application prior to the filing of a statement of use, 
except as a part of the sale of an on-going business. Because the 
rules in Part 3 are intended to address ail rules relating to 
assignments, it is appropriate to refer to the statutory requirements 
of an assignment of an intent-to-use trademark application. 

Section 3.21 replaces and modifies the practice of § 1.331(c). 
Section 3.21 sets forth requirements for the identification of 
patents or patent applications in documents submitted for record- 
ing. An assignment relating to a patent must identify the patent by 
number. The name of the inventor, the issue date, and title of the 
invention as stated in the patent may also be given in the 
assignment to provide additional information on the patent being 
assigned. An assignment relating to a national patent application 
must identify the national patent application by application num- 
ber (consisting of the series code and the serial number, e.g., 
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07/123,456) or serial number and filing date. An assignment 
relating to an international patent application which designates the 
United States of America must identify the international applica- 
tion number (e.g., PCT/US90/01234). The name of the inventor, 
date of filing, and title of the invention as stated in the patent 
application may also be given in the assignment. If an assignment 
is executed concurrently with, or subsequent to, the execution of 
the patent application, but before the patent application is filed, it 
must identify the patent application by its date of execution, name 
of each inventor, and title of the invention so that there can be no 
mistake as to the patent application intended. Assignments sub- 
mitted for recording that do not identify the patent or patent 
application as required by this section will not be recorded, but 
will be returned to the correspondence address that is required to 
be provided on the cover sheet by § 3.31(e). 

Section 3.24 is added to set out formal document requirements 
to facilitate and expedite the recording process. This section 
requires that documents, either the original or a true copy of the 
original, submitted for recording be legible, using only one side of 
each page. The paper used should be flexible, white, durable, and 
preferably no larger than 21.6 x 33.1 cm. (8 x 14 inches), with a 
2.5 cm. (one-inch) margin on all sides. Documents submitted in 
this form are camera-ready and can be recorded expeditiously with 
little additional handling required. Documents that fail to meet the 
legibility and single-sided paper requirements of this section will 
be returned as set forth in § 3.51. 

Section 3.26 replaces and modifies the practice of §§ 1.331(b) 
and 2.185(a)(2). Section 3.26 provides that the Office will accept 
and record non-English documents provided they are accompanied 
by a verified English translation signed by the translator. Docu- 
ments submitted that fail to meet the requirements of this section 
will be returned as set forth in § 3.51. 

Section 3.27 is added to set out how documents submitted for 
recording should be addressed to the Office. To ensure prompt and 
proper processing, documents and their cover sheets should be 
addressed to the Commissioner of Patents and Trademarks, Box 
Assignments, Washington, D.C. 20231, unless they are filed 
together with new applications or with a petition under § 3.81(b). 
Petitions under § 3.81(b) should be addressed to the Commissioner 
of Patents and Trademarks, Box DAC, Washington, D.C. 20231. 
New applications and other petitions should be addressed to the 
Commissioner of Patents and Trademarks, Washington, D.C. 
20231. 

Section 3.28 is added to set out the requirement that all 
documents submitted to the Office for recording be accompanied 
by at least one coversheet referring either to the patent applications 
and patents or to the trademark applications and registrations 
against which the document is to be recorded. Only one set of 
documents and cover sheets to be recorded should be filed. If a 
document to be recorded includes interests in, or transactions 
involving, both patents and trademarks, separate patent and 
trademark coversheets must be submitied. If a document to be 
recorded is not accompanied by a completed cover sheet, the 
document and any incomplete cover sheet will bereturned to the 
correspondence address for proper completion of the cover sheet 
and resubmission of the cover sheet and document. While the 
previous rules did not require a cover sheet to accompany each 
document submitted for recording, typically a cover letter is 
submitted to ensure proper processing of the document. The Office 
is making a cover sheet mandatory in order to betterensure prompt 
and proper processing of all documents submitted for recording. 
The cover sheet contains all the information necessary for the 
Office toprocess the document. 

Section 3.31 is added to set out the formal requirements of the 
cover sheet. Section 3.31 requires that each patent or trademark 
cover sheet must contain (1) the name of the party conveying the 
interest; (2) the name and address of the party receiving the 
interest; (3) a brief description of the interest conveyed or 
transaction to be recorded (e.g., assignment, license, change of 
name, merger, security agreement, etc.); (4) each application 
number, patent number or registration number against which the 
document is to be recorded, or an indication that the document is 
filed together with a patent application; (5) the name and address 
of the party to whom correspondence concerning the document to 
be recorded should be mailed; (6) the number of applications, 
patents or registrations identified in the cover sheet and the total 
fee; (7) the date the document was executed; (8) an indication that 
the assignee of a trademark application or registration who is not 
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domiciled in the United States has designated a domestic repre- 
sentative; (9) a statement by the party submitting the document 
that to the best of the person’s knowledge and belief, the 
information contained on the cover sheet is true and correct, and 
(10) the signature of the party submitting the document. The term 
“party” as used in this rule means the person whose name appears 
on the documents to be recorded, that person’s attorney or 
registered agent, or a corporate officer where a corporation’s name 
appears on the document. Sample cover sheets for patent docu- 
ments and for trademark documents are shown in Appendices A 
and B. 

Section 3.34 is added to set out the procedure to correct obvious 
errors in a recorded cover sheet. This section requires that if a 
recorded cover sheet contains an error that is apparent when the 
cover sheet is compared with the recorded document, the error will 
be corrected only if a corrected cover sheet is filed for recordation. 
The corrected cover sheet must be accompanied by the originally- 
recorded document or a copy of the originally-recorded document 
and by a new assignment recording fee in the appropriate amount. 

Section 3.41 replaces and consolidates practice under §§ 
1.331(a) and 2.185(a)(3) regarding recording fees. Section 3.41 
requires that all requests to record documents be accompanied by 
the appropriate fee. A fee is charged for each application, patent 
and registration identified in the cover sheet. The recording fee for 
patents and patent applications is specified in § 1.21(h). The 
recording fee for trademark registrations and applications is 
specified in § 2.6(q). 

Section 3.51 replaces and modifies the practice of §§ 1.332 and 
2.185(c). Section 3.51 sets the date of recording of a document as 
the date the document meeting the requirements for recording set 
forth in this Part is filed in the Office. A document which does not 
comply with the identification requirements of § 3.21 will not be 
recorded. For documents not accepted for recording, parties can 
petition under 37 CFR §§ 1.181 and 2.146(a). Other documents not 
meeting the requirements for recording, for example, a document 
submitted without a completed cover sheet, without the required 
fee, or without any required translation, will be returned for 
correction to the sender when a return address is available. The 
returned papers, stamped with the official date of receipt in the 
Office, will be accompanied by a letter indicating that if the 
returned papers are corrected and resubmitted to the Office within 
time specified in the letter, the Office will consider the original date 
of filing of the papers as the date of recording of the papers. 
Submitters can use the certificate procedure under either §§ 1.8 or 
1.10 for resubmissions of returned papers if they desire to have the 
benefit of the date of deposit in the United States Postal Service. 
If the returned papers are not corrected and resubmitted within the 
specified period, the date of filing of the corrected papers will be 
considered to be the date of recording of the papers. Extensions of 
time will not be available to extend the specified period to 
resubmit the returned papers. 

Section 3.54 is added to set out the effect of recording a 
document. This section states that the recording of a document is 
not a determination by the Office of the validity of the document 
or the effect that document has on the title to an application, a 
patent, or a registration. The Office will determine, when neces- 
sary, what effect a document has, including whether a party has the 
authority to take an action in a matter pending before the Office. 
Examples of when the Office will need to determine whether a 
party has the authority to take an action in a matter pending before 
the Office include: (1) prosecution by the assignee as in § 3.71; (2) 
consent of an assignee to the filing of a reissue application as 
provided in § 1.172; and (3) execution of a disclaimer under § 
1.321 by an assignee. 

Section 3.56 replaces and modifies the practice of § 1.333. 
Section 3.56 provides that an assignment, which at the time of its 
execution is conditional on a given act or event, will be treated by 
the Office as an absolute assignment. This section serves as 
notification as to how a conditional assignment will be treated by 
the Office in any proceeding requiring a determination of the 
owner of an application, patent or registration. Since the Office 
will not determine whether a condition has been fulfilled, the 
Office will treat the submission of such an assignment for 
recordation as signifying that the act or event has occurred. 

Section 3.61 replaces and modifies the practice of § 2.185(a)(4). 
Section 3.61 sets forth that an assignee of a trademark application 
or registration not domiciled in the United States must designate a 
domestic representative in writing to the Office. Assignees of 
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patent applications or patents may designate domestic representa- 
tives if the assignee is not residing in the United States. 35 U.S.C. 
§ 293. The designation is required to state the name and address of 
a person residing within the United States on whom may be served 
process or notice of proceedings affecting the application, patent or 
registration or rights thereunder. 

Section 3.71 replaces and modifies the practice of §§ 1.32 and 
2.186. Section 3.71 sets forth that the assignee of record of the 
entire right, title and interest in an application for patent is entitled 
to conduct the prosecution of the patent application to the 
exclusion of the named inventor. Similarly, the assignee of an 
application for registration is entitled to conduct the prose-cution 
of the trademark application to the exclusion of the applicant. 

Section 3.73 is added to set out the procedure by which an 
assignee can establish the right to take action in an application, 
patent or registration. The inventor is presumed to be the original 
owner of a patent application and any patent that may issue 
therefrom, unless there is an assignment. The original applicant is 
presumed to be the original owner of a trademark application and 
any registration that may issue therefrom, unless there is an 
assignment. Any action before the Office with respect to an 
assigned patent application, patent, or reexamination may be taken 
by the assignee of the entire right, title, and interest, provided 
ownership is established to the satisfaction of the Commissioner. 
The assignee may establish ownership by submitting to the Office 
documentary evidence of a chain of title from the original owner 
to the assignee or by specifying (e.g., reel and frame number, etc.) 
where such evidence is recorded in the Office. Additionally, when 
a patent assignee is not represented by an attorney or registered 
agent, a statement signed by the assignee must also be submitted 
stating the evidence has been reviewed and certifying that, to the 
best of the party’s knowledge and belief, title is in the party 
seeking to take the action. Documents submitted to establish 
ownership may be required to be recorded in the Office as a 
condition to permitting the requesting party to take action in a 
matter pending before the Office. Any action before the Office 
with respect to an assigned trademark registration, application or 
post-registration matter, may be taken by the assignee provided 
ownership is established to the satisfaction of the Commissioner 
by recording an assignment to the assignee or by submitting other 
proof of the assignment. 

Section 3.81 replaces and modifies the practice of § 1.334. 
Section 3.81 sets forth the procedure for issuance of a patent to an 
assignee. If an assignment of the entire right, title, and interest is 
recorded before the issue fee is paid for a patent application, the 
patent may issue in the name of the assignee. If the assignee holds 
an undivided part interest, the patent may issue jointly to the 
inventor and the assignee. At the time the issue fee is paid, the 
name of the assignee must be provided if the patent is to issue 
solely or jointly to that assignee. If the assignment is submitted for 
recording after the date of payment of the issue fee, but prior to 
issuance of the patent, the assignee may petition that the patent 
issue to the assignee. Any such petition must be accompanied by 
the fee set forth in § 1.17(i)(1). 

Section 3.85 replaces and modifies the practice of § 2.187. 
Section 3.85 sets forth the procedure for issuance of a registration 
to an assignee. The certificate of registration may be issued to the 
assignee of the applicant, or in a new name of the applicant, 
provided that the party files a written request in the trademark 
application record by the time the application is being prepared for 
issuance of the certificate of registration, and an appropriate 
document is recorded in the Office. If the assignment or name 
change document has not been recorded in the Office, then the 
written request must state that the document has been filed for 
recordation. The address of the assignee must be made of record in 
the trademark application file. 


Response to Comments on the Rules 


The comments received in response to the notice of proposed 
rulemaking have been given careful consideration and a number of 
the suggested modifications have been adopted. The comments 
and responses are discussed below. 

In this discussion, “Patent and Trademark Office” is abbreviated 
as “Office” or “PTO”. 

Comment: Two comments were received addressed to the 
overall rule package. One comment expressed concern over the 
potential confusion of instituting a new Part 3. It was suggested 
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that Parts 1 and 2 be amended to contain the necessary changes. 
Another comment was concerned that the rules and specifically the 
new cover sheet requirement would impede promptness and 
accuracy of the recordation process. 

Response: The Office has determined that the new rules will 
result in greater efficiency and accuracy in the recordation process 
and improve the integrity of the records maintained by the PTO. 
Further, the PTO believes that a new Part 3, containing all rules 
relating to assignments, will be beneficial to the majority of patent 
and trademark system users. 

Comment: Section 3.1 was proposed to define “application” as 
an application for patent or an application to register a trademark. 
One comment questioned whether international applications filed 
under the Patent Cooperation Treaty were included in the defini- 
tion of the word “application.” 

Two comments were received concerning the definition of 
“assignment.” As proposed, § 3.1 defines “assignment” of a 
trademark in terms of a “trademark application” or “registration.” 
The comments suggested that because Section 10 of the Trade- 
mark Act, 15 U.S.C. § 1060, speaks in terms of a “registered mark” 
or a “mark for which application to register has been filed,” which 
was reflected in previous trademark rule 2.186, the different 
terminology may be construed to permit assignment of a trade- 
mark without assignment of the underlying goodwill. 

Response: The wording of 3.1 has been changed to include both 
national applications for patent and international applications that 
designate the United States in the term “application.” 

Also to avoid any potential confusion over the definition of a 
trademark assignment, the Office adopted the suggestion to reflect 
Section 10 of the Trademark Act and to refer to a “registered mark” 
or a “mark for which application to register has been filed” in its 
definition of assignment. 

Comment: As proposed, § 3.16 provides that an application to 
register a mark under 15 U.S.C. § 1051(b) cannot be assigned 
before a statement of use is filed except to a successor to an 
ongoing business of the original applicant. One comment sug- 
gested § 3.16 be further amended to correct a legislative oversight 
and permit assignment of the application after an amendment to 
allege use is filed. 

One other comment suggested the PTO define the statutory 
language “successor to the business of the applicant.” 

Response: As proposed, Rule 3.16 merely restates the statute. 
To permit the filing of an assignment to a successor to an on-going 
business before an amendment to allege use has been filed would 
make the rule inconsistent with the statute. 

As to the definition of “successor to the business of the 
applicant,” it has been determined that in the absence of any 
statutory definition, it is better left to case law to establish the 
meaning. A business, or portion thereof, can be transferred or 
assigned in a variety of ways, and the question of valid ownership 
might arise in a variety of circumstances. For the PTO to define 
what constitutes a successor may be duly restrictive. 

Accordingly, the suggested modifications have not been 
adopted. 

Comment: Section 3.21, as proposed, provides that an assign- 
ment of a patent or patent application must be identified by 
number. One comment requested a further amendment to allow the 
filing of a patent assignment after filing an application for patent 
but before knowing the application number by allowing identifi- 
cation by the execution date, inventors and title of the invention 
instead of the application number. 

Another comment suggested that assignments relating to trade- 
mark applications and registrations should also be required to have 
the identifying serial and registration numbers within the body of 
the assignment document. 

One comment questioned whether the patent identification 
number was required in the document or whether the number 
could just appear on the cover sheet. 

Response: Providing the identifying number in the assignment 
document allows for greater efficiency and accuracy in recording 
assignments. However, unlike patents, trademarks can have an 
indefinite life. Assignments may be recorded years after an 
assignment has occurred to clear up the chain of title. It may not 
be possible to execute a new assignment to include identifying 
numbers in the document years later. Accordingly, it is preferable 
for the PTO to be more flexible in recording trademark assign- 
ments which may contain the identifying number in the cover 
sheet rather than in the document itself. Because of the nature of 
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a patent, less flexibility is permitted. Patent rights, unlike trade- 
mark rights, do not exist apart from the issued patent. Accordingly, 
when an interest in a patent is transferred, the patent identifying 
number must be in the assignment document. This requirement 
only applies to assignments, not to documents other than assign- 
ments. 

The PTO makes every effort to provide applicants with the 
application numbers for newly-filed patent applications as soon as 
possible. It is suggested, however, that assignment documents may 
be written to allow entry of the identifying number after the 
execution of the assignment. An example of acceptable wording is: 
“I hereby authorize and request my attorney, (Insert name), of 
(Insert address), to insert here in parentheses (Application number 

, filed) the filing date and application number of said 
application when known.” 

Accordingly, the suggested 
adopted. 


modifications have not been 

Comment: Section 3.24, as proposed, provides the formal 
requirements for the documents which are to be recorded and the 
cover sheet. Three comments stated that the one-side only require- 
ment was unreasonable in light of PTO’s issuance of two-sided 
patent and trademark copies and of the practices of other govern- 
ments and corporations over which the submitter would have no 
control. 

One comment requested clarification of “bond weight paper” 
and suggested the language used in the rules setting out drawing 
requirements be adopted. 

One comment stated that the document size requirements should 
only pertain to documents prepared and executed by parties who 
wish to convey title. 

Two comments questioned whether the PTO would permit the 
filing of copies or true copies in lieu of the original documents for 
recording. 


Response: The formal requirements set out in § 3.24 are related 
to PTO’s ability to capture on film papers filed with the PTO. The 
requirements are not related to the other printing or photocopying 
services PTO provides. Micrographics reproduction requires that 
only one side of each page be used 1. efficiency. If the original 


document is two-sided or the wrong size, the practitioner can 
comply with this requirement by providing a true copy of the 
original document using only one side of each page on the correct 
size paper. The language in 3.24 has been changed to clarify that 
true copies or originals are acceptable. Further, the language 
describing the type of paper to be used has been changed to be 
consistent with the drawing requirement rules. 

Comment: Section 3.28, as proposed, provides that all requests 
to record a document must be accompanied by the document to be 
recorded and at least one cover sheet. One comment expressed 
confusion over whether the document must be accompanied by a 
cover letter as well as a request for recording. One comment stated 
the requirement for a cover sheet did not help the PTO with the 
documents which are filed with applications and the commenter 
did not see the need for an additional paper included among the 
papers for a new application. 

Response: The first sentence has been rewritten to clarify that 
only the document and a cover sheet(s) must be submitted. A 
separate request for recording is not required or needed. Because 
the cover sheet provides all pertinent information in one place, it 
will greatly assist the processing of assignments by the PTO. For 
those applications which are filed with an assignment, the addi- 
tional cover sheet required for the assignment aids the processing 
of the assignment. 

Comment: Numerous comments were received on the proposed 
cover sheet requirements of § 3.31. One comment questions 
whether the form or the contents of the form are being required and 
cautioned that the cover sheet should not become a technical 
obstacle to recordation. 

Two comments claimed the cover sheet requirement would be 
burdensome and the documents recorded should speak for them- 
selves. 

Two comments objected to the requirement for the character- 
ization of the interest being conveyed. One of the commentors 
indicated it was not the best evidence of what the interest is and 
may be misleading while the second comment or was concerned 
practitioners would be subject to malpractice claims and be made 
parties to litigation involving the transfer. 
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One comment stated that requiring the assignee’s address was 
burdensome and excessive. Three comments questioned the lack 
of consistency between proposed subsections (a) and (b) of § 3.31 
which requires only the name of the conveyor but both the name 
and address of the receiver. 

Two comments stated that the language of the rule was unclear 
as to whether the list of properties within the assignment document 
should be retyped on the cover sheet, which would be burdensome 
and fraught with potential errors. 

One comment was received suggesting that properties be 
identified with as much information as possible (Le., 
number, patent number, filing date, inventors, etc.). 

Four comments stated that the requirement for an execution date 
of the document is excessive and burdensome. One of the 
comments stated that the execution date may not be as important 
as the effective date of the document. One suggested the effective 
date would be more accurate and another suggested the document 
should speak for itself. One additional comment stated that a nunc 
pro tunc assignment of the substantive rights of an assignee or 
assignor may be unduly affected by the requirement for recitation 
of the execution date. 

Nine comments were received objecting to the language of the 
proposed verification. Some comments recommended that the 
verification statement be deleted. Other comments recommended 
that the verification statement be based on “information and 
belief.” The comments indicated (1) practitioners did not want to 
be held responsible for the information entered on the cover sheet, 
(2) there was no purpose served by signing the cover sheet because 
the documents should speak for themselves and (3) under 37 
C.ER. § 10.18, a registered practitioner’s signature indicates that 
the filing is correct. 

One comment suggested that proposed § 3.31(i) does not 
recognize the right of some non-lawyers to practice in trademark 
matters before the PTO. 

Additionally, many comments and suggestions were received on 
the layout of the sample cover sheets. 

Response: The proposed purpose of the cover sheet is to provide 
a synopsis of the vital information contained in a recorded 
document. The cover sheet form itself is not required, only the 
information outlined in § 3.31 is required. Use of the sample cover 
sheet formats appearing as Appendices A and B to the rule package 
is encouraged. The Office will make paper copies of the sample 
cover sheets available for customer use. Persons wishing to obtain 
paper copies of the sample cover sheets should contact the Public 
Service Center at (703) 305-HELP. Questions regarding the 
sample cover sheets should be directed to the Assignment and 
Certification Services Division at (703) 308-9700. 

As indicated in the proposed rule package, a majority of 
documents presently filed for recording are accompanied by a 
cover letter containing much of the information required in § 3.31. 
The PTO does not believe standardization of the information 
submitted is an undue burden. Standardization ensures easy 
reference to all critical information. Further, the parties or their 
representatives are in a better position to know or ascertain the 
nature of the interest involved than the PTO. The document will 
always speak for itself. However, a characterization assists in 
putting others on notice as to the nature of the transaction. 

It was determined that a verification is not required. The 
language has been changed to a statement on the cover sheet based 
on “information and belief.” Further, § 3.31(i) has been divided 
into two paragraphs, one for the statement that is required and one 
for the signature. 

The address of the assignee or receiving party is vital informa- 
tion for maintaining complete assignment records. The original 
owner is the applicant, for which the Office has the address of 
record. Each subsequent assignee address is then obtained under 
this requirement and is of record if the PTO or public needs to 
contact the present assignee. The execution date is required to 
determine whether an assignment has been recorded within three 
months provided in 35 U.S.C. § 261 and 15 U.S.C. § 1060. 

When there is a listing of properties contained within a 
document, any listing may be copied and attached to the cover 
sheet to reduce the amount of typing necessary. A notation of this 
attachment can be made in lieu of entering every property 
identification number on the cover sheet. Should submitters 
provide information in addition to that required by § 3.31, it is 
always welcome, but not required. 
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The comments received on the layout of the sample cover sheets 
have all been considered and some modifications have been made. 
However, the sample cover sheet is not required and it is not part 
of the rules. 

Comment: Section 3.34, as proposed, provides for correction of 
errors in a recorded cover sheet when the error is apparent by 
comparing the information on the cover sheet with the recorded 
document itself. One comment received expressed confusion 
regarding the correction procedure. Another comment suggested 
that corrections should not be limited to apparent errors. 

Response: The PTO will not compare the cover sheet with the 
original documents during the recording process except to assure 
that application and patent numbers are present in patent assign- 
ments. Otherwise, it will only check to see that the cover sheet is 
complete. When a submitter discovers an obvious error on the 
recorded cover sheet, the PTO will consider a request to correct it 
when it receives: (1) the original recorded document (or a copy); 
(2) a corrected cover sheet; and (3) the appropriate fee for each 
property to be corrected. The PTO will then compare the cover 
sheet with the document to determine whether the error is apparent 
on its face. If the error is obvious, the corrected cover sheet will be 
recorded and the respective Office records corrected. If the error is 
not obvious, the procedure set forth in the Manual of Patent 
Examining Procedure, MPEP § 323 will govern for patents and the 
procedure set forth in /n re Abacab International Computers Ltd. 
(Assignee of [HEC, Ltd.), 21 USPQ2d 1078 (Comm’r Pats. 1987), 
on reconsideration, 21 USPQ2d1079 (Comm’r Pats. 1988) will 
govern for trademarks. Submitters may also petition under § 1.833 
or § 2.146 for other corrections. Typographical errors made by the 
Office will be corrected without charge when brought to our 
attention. 

Accordingly, the suggested modification has not been adopted. 
The rule has only been changed to correct a cross reference. 

Comment: As proposed, § 3.51 provides that the date of 
recording is the date all of the required information is filed in the 
Office. Incomplete documents will be returned. If the returned 
documents are resubmitted timely, the document will retain the 
date on which it was received as incomplete. Two comments were 
received regarding the time period to be set by the PTO. One 
comment indicated that any delay may affect the requirements of 
15 U.S.C. § 1060. It was therefore recommended that the PTO 
make some type of “conditional entry” in the records indicating an 
assignment has been submitted so interested members of the 
public could ascertain that there may be an effective recording 
date. The other comment suggested the time period for resubmis- 
sion be long enough to allow communication with foreign parties, 
but it should be no longer than six months. 

Response: After a review of the proposed rule, it was deter- 
mined that the language of § 3.51 should be clarified to reflect that 
the originally-submitted papers with the official Office date stamp 
indicating the original receipt date in the Office must be returned 
in order to retain the original date. It is the intent of the PTO to set 
the time for response at one month from the date of mailing of the 
returned documents from the PTO. It is believed that most 
correctable errors will involve an incomplete cover sheet or the 
amount of the fee submitted, both of which can be corrected within 
one month. 

Further, it is the policy of the PTO to make of record only those 
documents which meet the requirements for recording. It is not 
beneficial to cloud title to properties with potential transfers. 

Comment: Section 3.56, as proposed, is a restatement of former 
§ 1.333 and is made applicable to trademarks. It provides that an 
assignment which is made conditional upon a condition subse- 
quent will be regarded by the Office as an absolute assignment. 
One comment was received inquiring as to whether § 3.56 applied 
to security interests, another was received requesting a reference in 
the rules to recording of security agreements. 

Response: Section 3.56 is applicable only to assignments, as 
they are defined by § 3.1, that is, a transfer of right, title and 
interest in a patent or a trademark. A security interest or a security 
agreement is in the nature of a lien, not an assignment. Accord- 
ingly, § 3.56 would not apply to security interests or security 
agreements which are also recordable. It applies to conditional 
assignments because the Office has no way of determining whether 
and when conditions are satisfied and therefore must address this 
type of assignment in a uniform manner. The reference to the 
recordability of security agreements is referred to here in the final 
rule package. 


U.S. PATENT AND TRADEMARK OFFICE 


1243 TMOG 117 
(50) 


Comment: The second sentence of § 3.71, as proposed, pro- 
vides: “[t]he assignee of record of the entire right title and interest 
in a trademark application or registration is entitled to conduct the 
prosecution of the trademark application or registration to the 
exclusion of the original applicant or previous assignee.” One 
comment suggested, as had been recommended for the definitions 
in § 3.1, that language be adopted consistent with Section 10 of the 
Trademark Act, 15 U.S.C. § 1060, so there be no confusion as to 
what can be assigned in the trademark area and further, that the 
language requiring “entire right, title and interest” be deleted. 

Response: As was the case with the PTO’s review of § 3.1, the 
language in § 3.71 has also been modified to eliminate any 
confusion. Accordingly, § 3.71 now provides for assignments of 
registered marks or a mark for which an application for registra- 
tion has been filed, making it consistent with 3.1. While this 
change cannot prevent assignments from being made without the 
underlying goodwill, it may eliminate some confusion. 

Comment: Section 3.73, as proposed, provided that a full 
assignee could take any action before the Office with respect to the 
assigned application, patent, or registration provide ownership is 
established to the satisfaction of the Commissioner. The rule 
further provided that ownership could be established by providing 
documentary evidence of the chain of title to the assignee. The 
assignee was also required to submit a verified statement stating 
the evidence had been reviewed and certifying to the best of the 
party’s belief, title is in the party seeking to take the action. The 
Office reserved the right to require recordation of any ownership 
documents. One comment suggested the procedure was too 
“elaborate” and “confusing” to permit the submitting party to act 
rapidly. Another comment suggested the Office use the language of 
former § 2.186 which only required “the assignment has been 
recorded or that proof of the assignment has been submitted” to 
enable action by the assignee. 

Another comment suggested that a simple statement identifying 
the documents thought to place ownership in a party should be 
sufficient. It was believed that no additional benefit accrued by 
having the party state that they believed they were entitled to take 
the action because whether or not a party can act is a determination 
the PTO must make. 

Two comments suggested that a literal reading of the rule would 
require every paper filed on behalf of an assignee be accompanied 
by a proof of ownership. One comment suggested it was too harsh 
to preclude a party from taking action in a trademark matter until 
proof of ownership is established to the satisfaction of the 
Commissioner. Rather, it was suggested that a party be permitted 
to take action once documents establishing ownership are filed. 

One comment received pointed to the proposed language of 3.73 
providing the statement must be signed by the party or its attorney 
or agent of record which was a greater requirement than § 1.34(a), 
if that was intended. 

Another comment suggested that the proposed language be 
changed by deleting the provision that ownership must be estab- 
lished to the satisfaction of the Commissioner and substituting 
therefore “provided the assignee is owner of the entire right, title, 
and interest in the patent application, patent, registeredmark or 
mark for which an application for registration has been filed.” 

One final comment suggested that § 3.73 be changed to 
specifically set forth that it applied to secure Office acceptance of 
a Section 8 or 15 affidavit or a Section 9 application, 15 U.S.C. §§ 
1058, 1059, for trademark filings, and requested examples of the 
types of documents necessary to establish ownership. 

Response: Ownership need only be established the first time the 
new party wants to act in patent and trademark cases, provided the 
appropriate documents are recorded. Section 3.73(b) is modified to 
provide that a statement of ownership need only be provided when 
a patent assignee wishes to act on a matter. For patents, the PTO 
believes it is appropriate for the patent assignee to review the 
documents it believes establishes its ownership prior to filing a 
paper signed by that assignee. Additionally, the statement will 
certify that to the best of the assignee’s knowledge and belief, title 
is in that assignee. This will establish, to the satisfaction of the 
Commissioner, that the assignee knows of no other document 
establishing title in someone other than the assignee. The PTO will 
still make the determination of whether the assignee is entitled to 
take action after a review of the documents. 

For trademarks the action sought to be taken can be submitted 
simultaneously by the party. The action will be examined as will 
the claim of ownership and the party will be notified whether it is 
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satisfactory. As in the past, “ 
documents as well. 


any action” refers to post-registration 


Other Considerations 


The rule changes are in conformity with the requirements of the 
Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive Orders 
12291 and 12612 and the Paperwork Reduction Act of 1980, 44 
U.S.C. 3501 et seq. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that these rule changes will not have a significant 
adverse economic impact on a substantial number of small entities 
(Regulatory Flexibility Act, 5 U.S.C. 605(b)). The principal impact 
of these changes is to require that a cover sheet accompany each 
document submitted for recording. The rule change includes no 
additional or increased fees. Substantive rights to use trademarks 
and patents are not adversely affected. 

The Office has determined that these rule changes are not a 
major rule under Executive Order 12291. The annual effect on the 
economy will be less than $100 million. Because most of the 
changes reduce procedural burdens, there will be no major 
increase in costs or prices for consumers; individual industries; 
Federal, state or local government agencies; or geographic regions. 
There will be no significant adverse effects on competition, 
employment, investment, productivity, or innovation, or on the 
ability of United States-based enterprises to compete with foreign- 
based enterprises in domestic or export markets. 

These rule changes contain a collection-of-information require- 
ment subject to the Paperwork Reduction Act of 1980, 44 U.S.C. 
3501 et seq. The rule changes add a requirement for a cover sheet 
to be submitted with each document to be recorded that will 
expedite the recording process and improve quality. This collec- 
tion of information requirement is cleared under OMB Control No. 
0651-0011. The public reporting burden for this requirement is 
estimated to be one-half hour per filing, including the time for 
reviewing instructions, searching exis-ting data sources, gathering 
and maintaining the data needed, and completing and reviewing 
the collections of information. 

The Office has also determined that this notice has no Federal- 
ism implications affecting the relationship between the National 
Government and the States as outlined in Executive Order 12612. 


List of Subjects 

37 CFR Part | 

Administrative practice and procedure, Courts, Freedom of 
information, Inventions and patents, Reporting and recordkeeping 
requirement. 


37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, Trade- 
marks. 


37 CFR Part 3 


Administrative practice and procedure, Inventions and patents, 
Trademarks, Reporting and recordkeeping requirement. 


For the reasons set out in the preamble and pursuant to the 
authority contained in 15 U.S.C. 1123 and 35 U.S.C. 6, parts 1, 2 
and 3 of title 37 of the Code of Federal Regulations are amended 
as set forth below. 

PART I - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part | would continue to 
read as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.12 paragraphs (a) and (d) are revised to read as 
follows: 
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§ 1.12 Assignment records open to public inspection. 


(a) (1) Separate assignment records are maintained in the Patent 
and Trademark Office for patents and trademarks. The assignment 
records, relating to original or reissue patents, including digests 
and indexes, for assignments recorded on or after May 1, 1957, 
and assignment records relating to pending or abandoned trade- 
mark applications and to trademark registrations, for assignments 
recorded on or after January 1, 1955, are open to public inspection 
at the Patent and Trademark Office, and copies of those assignment 
records may be obtained upon request and payment of the fee set 
forth in §§ 1.19 and 2.6 of this Chapter. 

(2) All records of assignments of patents recorded before May 1, 
1957, and all records of trademark assignments recorded before 
January 1, 1955, are maintained by the National Archives and 
Records Administration (NARA). The records are open to public 
inspection. Certified and uncertified copies of those assignment 
records are provided by NARA upon request and payment of the 
fees required by NARA. 

KKK 

(d) An order for a copy of an assignment or other document 
should identify the reel and frame number where the assignment or 
document is recorded. If a document is identified without speci- 
fying its correct ree] and frame, an extra charge as set forth in § 
1.21(j) will be made for the time consumed in making a search for 
such assignment. 


3. Section 1.17 is amended by revising paragraph (i)(1) to read 
as follows: 


§ 1.17 Patent application processing fees. 
HERE 


(i)(1) For filing a petition to the Commissioner under a section 
of this part listed below which refers to this para-graph . $130.00 


-- for access to an assignment record. 

-- for access to an application. 

-- to accord a filing date. 

-- for entry of late priority papers. 

-- to accord a filing date. 

-- to accord a filing date. 

-- to suspend action in application. 

-- for divisional reissues to issue separately. 

-- for amendment after payment of issue fee. 

to withdraw an application from issue. 

314 -- to defer issuance of a patent. 
§ 1.666(b) -- for access to interference settlement agreement. 
§ 3.81 -- for patent to issue to assignee, assignment submitted 

after payment of the issue fee. 
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4. Section 1.32 is removed and reserved. 
1.32 [Reserved] 

5. Section 1.46 is revised to read as follows: 
§ 1.46 Assigned inventions and patents. 


In case the whole or a part interest in the invention or in the 
patent to be issued is assigned, the application must still be made 
or authorized to be made, and an oath or declaration signed, by the 
inventor or one of the persons mentioned in §§ 1.42, 1.43, or 1.47. 
However, the patent may be issued to the assignee or jointly to the 
inventor and the assignee as provided in § 3.81. 


6. Section 1.104 is amended by revising paragraph (e) to read as 
follows: 


§ 1.104 Nature of examination; examiner’s action. 


ERK 


(e) Co-pending applications will be considered by the examiner 
to be owned by, or subject to an obligation of assignment to, the 
same person if: 
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(1) the application files refer to assignments recorded in the 
Patent and Trademark Office in accordance with Part 3 of this 
chapter which convey the entire rights in the applications to the 
same person or organization; or 

(2) copies of unrecorded assignments which convey the entire 
rights in the applications to the same person or organization are 
filed in each of the applications; or 

(3) an affidavit or declaration by the common owner is filed 
which states that there is common ownership and states facts 
which explain why the affiant or declarant believes there is 
common ownership; or 

(4) other evidence is submitted which establishes common 
ownership of the applications. 

In circumstances where the common owner is a corporation or 
other organization, an affidavit or declaration may be signed by an 
official of the corporation or organization empowered to act on 
behalf of the corporation or organization. 


7. The undesignated center head above § 1.331 is revised to read 
as follows: 


Arbitration Awards 

8. Sections 1.331 through 1.334 are removed and reserved. 

§§ 1.331 - 1.334 [Reserved] 

Part 2 - RULES OF PRACTICE IN TRADEMARK CASES 


9. The authority citation for 37 CFR Part 2 continues to read as 
follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 
10. The undesignated center head § 2.185 is removed. 

11. Sections 2.185 through 2.187 are removed and reserved. 
§§ 2.185 - 2.187 [Reserved] 

12. Part 3 is added to read as follows: 


Part 3 - ASSIGNMENT, RECORDING AND RIGHTS OF 
ASSIGNEE 


Sec. 

3.1 Definitions 

DOCUMENTS ELIGIBLE FOR RECORDING 

3.11 Documents which will be recorded. 

3.16 Assignability of trademarks prior to filing of use state- 
ments. 

REQUIREMENTS FOR RECORDING 

3.21 Identification of patents and patent applications. 

3.24 Formal requirements for documents and cover sheets. 

3.26 English language requirement. 

3.27 Mailing address for submitting documents to be recorded. 

3.28 Requests for recording. 


COVER SHEET REQUIREMENTS 


3.31 Cover sheet content. 
3.34 Correction of cover sheet errors. 


FEES 

3.41 Recording fees. 

DATE AND EFFECT OF RECORDING 
3.51 Recording date. 


3.54 Effect of recording. 
3.56 Conditional assignments. 
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DOMESTIC REPRESENTATIVE 
3.61 Domestic representative. 
PROSECUTION BY ASSIGNEE 


3.71 Prosecution by assignee. 
3.73 Establishing right of assignee to prosecute. 


ISSUANCE TO ASSIGNEE 


3.81 Issue of patent to assignee. 
3.85 Issue of registration to assignee. 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6. 
§ 3.1 Definitions. 


For purposes of this part, the following definitions shall apply: 
Application means a national application for patent, an interna- 
tional application that designates the United States of America, or 
an application to register a trademark unless otherwise indicated. 


Assignment means a transfer by a party of all or part of its right, 
title and interest in a patent or patent application, or a transfer of 
its entire right, title and interest in a registered mark or a mark for 
which an application to register has been filed. 


Document means a document which a party requests to be 
recorded in the Office pursuant to § 3.11 and which affects some 
interest in an application, patent, or registration. 


Office means the Patent and Trademark Office. 


Recorded document means a document which has been re- 
corded in the Office pursuant to § 3.11. 


Registration means a trademark registration issued by the 
Office. 


DOCUMENTS ELIGIBLE FOR RECORDING 
§ 3.11 Documents which will be recorded. 


Assignments of applications, patents, and registrations, accom- 
panied by completed cover sheets as specified in §§ 3.28 and 3.31, 
will be recorded in the Office. Other documents, accompanied by 
completed cover sheets as specified in §§ 3.28 and 3.31, affecting 
title to applications, patents, or registrations, will be recorded as 
provided in this Part or at the discretion of the Commissioner. 


§ 3.16 Assignability of trademark prior to filing of use 
statement. 


No application to register a mark under 15 U.S.C. 1051(b) is 
assignable prior to the filing of the verified statement of use under 
15 U.S.C. 1051(d) except to a successor to the business of the 
applicant, or portion thereof, to which the mark pertains, if that 
business is ongoing and existing. 


REQUIREMENTS FOR RECORDING 


§ 3.21 Identification of patents and patent applications. 


An assignment relating to a patent must identify the patent by 
the patent number. An assignment relating to a national patent 
application must identify the national patent application by the 
application number (consisting of the series code and the serial 
number, e.g., 07/123,456) or the serial number and filing date. An 
assignment relating to an international patent application which 
designates the United States of America must identify the inter- 
national application by the international application number (e.g., 
PCT/US90/01234). If an assignment is executed concurrently 
with, or subsequent to, the execution of the patent application, but 
before the patent application is filed, it must identify the patent 
application by its date of execution, name of each inventor, and 
title of the invention so that there can be no mistake as to the patent 
application intended. 
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§ 3.24 Formal requirements for documents and cover sheets. 


The document and cover sheet must be legible. Either the 
original document or a true copy of the original document, may be 
submitted for recording. Only one side of each page shall be used. 
The paper used should be flexible, strong, white, non-shiny, 
durable, and preferably no larger than 21.6 x 33.1 cm. (8 1/4 x 14 
inches) with a 2.5 cm. (one-inch) margin on all sides. 


§ 3.26 English language requirement. 


The Office will accept and record non-English language docu- 
ments only if accompanied by a verified English translation signed 
by the individual making the translation. 


§ 3.27 Mailing address for submitting documents to be 
recorded. 


Documents and cover sheets to be recorded should be addressed 
to the Commissioner of Patents and Trademarks, Box Assign- 
ments, Washington, D.C. 20231, unless they are filed together with 
new applications or with a petition under § 3.81(b). 


§ 3.28 Requests for recording. 


Each document submitted to the Office for recording must be 
accompanied by at least one cover sheet as specified in § 3.31 
referring either to those patent applications and patents, or to those 
trademark applications and registrations, against which the docu- 
ment is to be recorded. If a document to be recorded includes 
interests in, or transactions involving, both patents and trademarks, 
separate patent and trademark cover sheets must be submitted. 
Only one set of documents and cover sheets to be recorded should 
be filed. If a document to be recorded is not accompanied by a 
completed cover sheet, the document and any incomplete cover 
sheet will be returned pursuant to § 3.51 for proper completion of 
a cover sheet and resubmission of the document and a completed 
cover sheet. 


COVER SHEET REQUIREMENTS 
§ 3.31 Cover sheet content. 


(a) Each patent or trademark cover sheet required by § 3.28 
must contain: 

(1) the name of the party conveying the interest; 

(2) the name and address of the party receiving the interest; 

(3) a description of the interest conveyed or transaction to be 
recorded; 

(4) each application number, patent number or registration 
number against which the document is to be recorded, or an 
indication that the document is filed together with a patent 
application; 

(5) the name and address of the party to whom correspondence 
concerning the request to record the document should be mailed; 

(6) the number of applications, patents or registrations identified 
in the cover sheet and the total fee; 

(7) the date the document was executed; 

(8) an indication that the assignee of a trademark application or 
registration who is not domiciled in the United States has 
designated a domestic representative (see § 3.61); and 

(9) a statement by the party submitting the document that to the 
best of the person’s knowledge and belief, the information 
contained on the cover sheet is true and correct and any copy 
submitted is a true copy of the original document; and 

(10) the signature of the party submitting the document. (b) A 
cover sheet may not refer to both patents and trademarks. 


§ 3.34 Correction of cover sheet errors. 


(a) An error in a cover sheet recorded pursuant to § 3.11 will be 
corrected only if: 

(1) the error is apparent when the cover sheet is compared with 
the recorded document to which it pertains and 

(2) a corrected cover sheet is filed for recordation. 

(b) The corrected cover sheet must be accompanied by the 
originally recorded document or a copy of the originally recorded 
document and by the recording fee as set forth in § 3.41. 
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FEES 
§ 3.41 Recording fees. 


All requests to record documents must be accompanied by the 
appropriate fee. A fee is required for each application, patent and 
registration against which the document is recorded as identified in 
the cover sheet. The recording fee is set in § 1.21(h) of this Chapter 
for patents and in § 2.6(q) of this Chapter for trademarks. 


DATE AND EFFECT OF RECORDING 
§ 3.51 Recording date. 


The date of recording of a document is the date the document 
meeting the requirements for recording set forth in this Part is filed 
in the Office. A document which does not comply with the 
identification requirements of § 3.21 will not be recorded. Docu- 
ments not meeting the other requirements for recording, for 
example, a document submitted without a completed cover sheet 
or without the required fee, will be returned for correction to the 
sender where a correspondence address is available. The returned 
papers, stamped with the original date of receipt by the Office, will 
be accompanied by a letter which will indicate that if the returned 
papers are corrected and resubmitted to the Office within the time 
specified in the letter, the Office will consider the original date of 
filing of the papers as the date of recording of the document. The 
certification procedure under either § 1.8 or § 1.10 of this Chapter 
may be used for resubmissions of returned papers to have the 
benefit of the date of deposit in the United States Postal Service. 
If the returned patent was not corrected and resubmitted within the 
specified period, the date of filing of the corrected papers will be 
considered to be the date of recording of the document. The 
specified period to resubmit the returned papers will not be 
extended. 


§ 3.54 Effect of recording. 


The recording of a document pursuant to § 3.11 is not a 
determination by the Office of the validity of the document or the 
effect that document has on the title to an application, a patent, or 
a registration. When necessary, the Office will determine what 
effect a document has, including whether a party has the authority 
to take an action in a matter pending before the Office. 


§ 3.56 Conditional assignments. 


Assignments which are made conditional on the performance of 
certain acts or events, such as the payment of money or other 
condition subsequent, if recorded in the Office, are regarded as 
absolute assignments for Office purposes until cancelled with the 
written consent of all parties or by the decree of a court of 
competent jurisdiction. The Office does not determine whether 
such conditions have been fulfilled. 


DOMESTIC REPRESENTATIVE 
§ 3.61 Domestic representative. 


If the assignee of a trademark application or registration is not 
domiciled in the United States, the assignee must designate, in 
writing to the Office, a domestic representative. An assignee of a 
patent application or patent may designate a domestic representa- 
tive if the assignee is not residing in the United States. The 
designation shall state the name and address of a person residing 
within the United States on whom may be served process or notice 
of proceedings affecting the application, patent or registration or 
rights thereunder. 


PROSECUTION BY ASSIGNEE 
§ 3.71 Prosecution by assignee. 


The assignee of record of the entire right, title and interest in an 
application for patent is entitled to conduct the prosecution of the 
patent application to the exclusion of the named inventor or 
previous assignee. The assignee of a registered trademark or a 
trademark for which an application to register has been filed is 
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entitled to conduct the prosecution of the trademark application or 
registration to the exclusion of the original applicant or previous 
assignee. 


§ 3.73 Establishing right of assignee to prosecute. 


(a) The inventor is presumed to be the owner of a patent 
application, and any patent that may issue therefrom, unless there 
is an assignment. The original applicant is presumed to be the 
owner of a trademark application unless there is an assignment. 

(b) When the assignee of the entire right, title and interest seeks 
to take action in a matter before the Office with respect to a patent 
application, trademark application, patent, registration, or reex- 
amination proceeding, the assignee must establish its ownership of 
the property to the satisfaction of the Commissioner. Ownership is 
established by submitting to the Office documentary evidence of a 
chain of title from the original owner to the assignee or by 
specifying (e.g. reel and frame number, etc.) where such evidence 
is recorded in the Office. Documents submitted to establish 
ownership may be required to be recorded as a condition to 
permitting the assignee to take action in a matter pending before 
the Office. In addition, the assignee of a patent application or 
patent must submit a statement specifying that the evidentiary 
documents have been reviewed and certifying that, to the best of 
assignee’s knowledge and belief, title is in the assignee seeking to 
take the action. 


ISSUANCE TO ASSIGNEE 
§ 3.81 Issue of patent to assignee. 


(a) For a patent application, if an assignment of the entire right, 
title, and interest is recorded before the issue fee is paid, the patent 
may issue in the name of the assignee. If the assignee holds an 
undivided part interest, the patent may issue jointly to the inventor 
and the assignee. At the time the issue fee is paid, the name of the 
assignee must be provided if the patent is to issue solely or jointly 
to that assignee. 

(b) If the assignment is submitted for recording after the date of 


payment of the issue fee, but prior to issuance of the patent, the 
assignee may petition that the patent issue to the assignee. Any 
such petition must be accompanied by the fee set forth in § 
1.17(i)(1) of this Chapter. 


§ 3.85 Issue of registration to assignee. 


The certificate of registration may be issued to the assignee of 
the applicant, or in a new name of the applicant, provided that the 
party files a written request in the trademark application by the 
time the application is being prepared for issuance of the certificate 
of registration, and the appropriate document is recorded in the 
Office. If the assignment or name change document has not been 
recorded in the Office, then the written request must state that the 
document has been filed for recordation. The address of the 
assignee must be made of record in the application file. 

June 24, 1992 DOUGLAS B. COMER 
Acting Assistant Secretary and 
Acting Commissioner of Patents 
and Trademarks 
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(51) Issuance of a Patent to an Assignee 


The purpose of this notice is to clarify the procedures to have a 
patent issue to an assignee. See 37 CFR 3.81 and Manual of Patent 
Examining Procedure § 307. 

Section 3.81(a) permits a patent to isssue to an assignee, 
provided that at the time the issue fee is paid, the assignment has 
been submitted for recordation and the name of the assignee is 
provided. The name of the assignee is usually provided in item 5 
of the Issue Fee Transmittal form (PTOL-85B). 


U.S. PATENT AND TRADEMARK OFFICE 


1243 TMOG 121 
(51) 


Section 3.81(b) permits a patent to issue to an assignee when the 
assignment is submitted for recording after the date of payment of 
the issue fee, but prior to issuance of the patent, provided a petition 
and fee are filed requesting that the patent issue to the newly 
recorded assignee. 

When the correct name of the assignee was not provided in 
accordance with either section 3.81(a) or (b) (i.e., either no name 
or an incorrect name was provided in item 5 of the Issue Fee 
Transmittal when the assignment had been recorded or submitted 
for recordation at the time the issue fee was paid, or an incorrect 
name was provided in the petition required by section 3.81(b) 
when the assignment is submitted for recording after the date of 
payment of the issue fee, but prior to issuance of the patent), a 
correction can be made by filing a petition under 37 CFR 1.183 
requesting that the requirements of 37 CFR 3.871 be waived. This 
procedure is required at any time after the issue fee is paid, 
including after issuance of the patent. A petition under 37 CFR 
1.183 should include: (1) the petition fee set forth in 37 CFR 
1.17(h) (currently $130); (2) the correct name of the assignee; and 
(3) the reel and frame number where the assignment is recorded or 
proof of the date the assignment was submitted for recordation. 

If the petition under 37 CFR 1.183 is filed and granted prior to 
issuance of the patent, the patent will either: (1) be printed with the 
correct assignee’s name; or (2) be printed without the correct 
assignee’s name. In the latter case, patentee would be entitled to a 
certificate of correction under 37 CFR 1.322 to correct an Office 
mistake in not correctly printing the assignee’s name on the patent. 

If the petition under 37 CFR 1.183 is filed and/or granted after 
issuance of the patent, the patent would be printed without the 
correct assignee’s name. However, if the petition is granted, 
patentee would be entitled to a certificate of correction under 37 
CFR 1.323 due to the mistake in not complying with 37 CFR 3.81. 
March 16, 1994 CHARLES E. VAN HORN 
Patent Policy and Projects Administrator 

Office of the Assistant Commissioner for 
Patents 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 1, 2 & 3 
[Docket No. 910246-2140] 
RIN 0651-AA43 


Changes in Patent and Trademark Assignment Practice 
Agency: Patent and Trademark Office, Commerce 
Action: Final Rule; correction. 


Summary: The Patent and Trademark Office (Office) amended the 
rules of practice regarding assignments in patent and trademark 
cases to improve and clarify the rules, to codify changes in practice 
and to consolidate the rules into a new Part 3 directed to 
assignments. In the final assignment rules a fee change promul- 
gated in January 1992 was inadvertently omitted from the 
1.17(i)(1) listing. 


Effective Date: September 4, 1992. 


For Further Information Contact: Jeffery V. Nase by telephone at 
(703) 305-9282 or by mail marked to his attention and addressed 
to Commissioner of Patents and Trademarks, Box DAC, Washing- 
ton, D.C. 20231. 


Supplementary Information: The amended assignment rules first 
appeared in a notice of proposed rulemaking published in the 
Federal Register on May 10, 1991, at 56 FR 21641, and the Patent 
and Trademark Office Official Gazette ot June 4, 1991, at 1127 OG 
8-16. The final rules appeared in the Federal Register on July 6, 
1992, at 57 FR 29634. Between the time the proposed and final 
rules were published, 37 CFR § 1.97(d) was amended, effective 
March 16, 1992, by a final rule which appeared in the Federal 
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Register of January 17, 1992, 57 FR 2021, relating to the duty of 
disclosure. The amendment provided for a new petition fee which 
was referenced in 37 CFR § 1.17, patent application processing 
fees. The reproduction of § 1.17 in the final assignment rule 
package neglected to add the reference to the new petition under § 
1.97(d). 

Section 1.17(i)(1) is reproduced in its entirety to include the 
reference to § 1.97(d) which was inadvertently omitted. The 
amount of the fee for considering an information disclosure 
statement is not affected by this rule change. 


List of Subjects 
37 CFR Part 1 


Administrative practice and procedure, Courts, Freedom of 
information, Inventions and patents. 


For the reasons set out in the preamble and pursuant to the 
authority contained in 35 U.S.C. 6, part | of title 37 of the Code 
of Federal Regulations has been amended as set forth below. 
PART 1 - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 would continue to 
read as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.17 is amended by revising paragraph (i)(1) to read 
as follows: 


§ 1.17 Patent application processing fees. 


ee ee * 


(i)(1) For filing a petition to the Commissioner under a section of 
this part listed below which refers to this paragraph 
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- for access to an assignment record. 
- for access to an application. 
- to accord a filing date. 
- for entry of late priority papers. 
- to accord a filing date. 
- to accord a filing date. 
(d) - to consider an information disclosure statement. 
03 - to suspend action in application. 
77 - for divisional reissues to issue separately. 
- for amendment after payment of issue fee. 
- to withdraw an application from issue. 
§ 1. 314 - to defer issuance of a patent. 
§ 1.666(b) - for access to interference settlement agreement. 
§ 3.81 - for patent to issue to assignee, assignment submitted 
after payment of the issue fee. 
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July 17, 1992 DOUGLAS B. COMER 
Assistant Secretary & Acting 
Commissioner of Patents 


and Trademarks 
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Taking Action in a Patent Matter Before the 
Office by the Assignee under 37 CFR 3.73. 


(53) 


When the assignee of the entire right, title and interest first seeks 
to take action in a matter before the Office with respect to a patent 
application, patent or reexamination proceeding, the assignee must 
establish its ownership of the property to the satisfaction of the 
Commissioner. 37 CFR 3.73(b). The assignee’s ownership may be 
established either 1) by submitting to the Office copies of the 
documentary evidence of a chain of title from the original inventor 
or 2) by specifying, by reel and to the assignee, frame number, for 
example, where such documentary evidence is recorded in the 
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Office. In addition to the establishment of ownership, there is 
further requirement that the assignee submit a statement specifying 
that the evidentiary documents have been reviewed and certifying 
that, to the best of the assignee’s knowledge and belief, title is in 
the assignee seeking to take action. Once 37 CFR 3.73(b) is 
complied with by an assignee, that assignee may continue to take 
action in that application, patent or reexamination proceeding 
without filing a 37 CFR 3.73(b) statement each time, provided that 
ownership has not changed. 

When an assignee files a continuation or divisional application 
(under 37 CFR 1.53, 1.60 or 1.62), reference may be made to a 
statement filed under 37 CFR 3.73(b) in the parent application or 
a copy of that statement may be filed. A newly executed statement 
under 37 CFR 3.73(b) must be filed when a continuation-in-part 
application is filed by an assignee. 

The statement under 37 CFR 3.73(b) may be signed on behalf of 
the assignee in the following two manners if the assignee is an 
organization (e.g., corporation, partnership, university, govern- 
ment agency, etc.). 

(1) The statement may be signed by a person in the organization 
having apparent authority to sign on behalf of the organization. An 
officer (president, vice-president, secretary, or treasurer) is pre- 
sumed to have authority to sign on behalf of the organization. The 
signature of the chairman of the board of directors is acceptable, 
but not the signature of an individual director. A person having a 
title (manager, director, administrator, general counsel) that does 
not clearly set forth that person as an officer of the assignee is not 
presumed to be an officer of the assignee or to have authority to 
sign the statement on behalf of the assignee. A power of attorney 
from the inventors in an organization to a practitioner to prosecute 
a patent application does not make the practitioner an official of an 
assignee or empower the practitioner to sign the statement on 
behalf of the assignee. 

(2) The statement may be signed by any person, if the statement 
includes an averment that the person is empowered to sign the 
statement on behalf of the assignee and, if not signed by a 
registered practitioner, the statement must be in oath or declaration 
form. Where a statement does not include such an averment, and 
the person signing does not hold a position in the organization that 
would give rise to a presumption that the person is empowered to 
sign the statement on behalf of the assignee, evidence of the 
person’s authority to sign will be required. 

Examples of situations where ownership must be established 
and the statement under 37 CFR 3.73(b) must be submitted are 
when the assignee: signs a request for status of an application or 
gives a power to inspect an application; acquiesces to express 
abandonment of an application; appoints its own legal represen- 
tative; signs a terminal disclaimer; consents to the filing of a 
reissue application; consents to the correction of inventorship; files 
an application under 37 CFR 1.47(b) or 37 CFR 1.475; signs an 
Issue Fee Transmittal (PTOL-85B); or signs a response to an 
Office action. 

Examples of situations where ownership need not be established 
and a statement under 37 CFR 3.73(b) is not required to be 
submitted are when the assignee: signs a small entity declaration; 
signs an affidavit or declaration of common ownership of two 
inventions; signs a NASA or DOE property rights statement; signs 
an affidavit under 37 CFR 1.131 where the inventor is unavailable; 
signs a Certificate of Mailing under 37 CFR 1.8; or files a request 
for reexamination of a patent under 37 CFR 1.510. 

An acceptable certification under 37 CFR 3.73(b) is attached to 
this notice. 

For further information related to actions taken by an assignee 
in patent matters, contact Jeffrey V. Nase at (703) 305-9282. 
Apr. 30, 1993 CHARLES E. VAN HORN 
Patent Policy and Projects Administrator 

Office of the Assistant Commissioner 
for Patents 
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(54) Revised PTOL-85 Issue Fee 


Transmittal Form 


The purpose of this notice is to advise the public that form 
PTOL-85 has been substantially revised so as to be more effective 
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and easier to use. Form PTOL-85 starts out as a three page form. 
Page | is form PTOL-85B, the /ssue Fee Transmittal form. This 
form is labeled “TRANSMIT THIS FORM WITH FEE” in red at 
the bottom. Form PTOL-85B is used for submitting the issue fee. 
The PALM data that is printed on this form will be much clearer 
than before as it is now the first (or top) printed copy. This should 
ensure that the submitted issue fee is promptly credited to the 
correct application file. 


Pages 2 and 3 of PTOL-85 are, respectively, the applicant’s 
copy and the PTO’s copy of PTOL-85, the Notice of Allowance 
and Issue Fee Due form. The applicant’s copy is labeled “YOUR 
COPY” in red at the bottom. The applicant should retain the 
applicant’s copy of form PTOL-85. 


Form PTOL-85B (i.e., page 1) has also been revised to have the 
Certificate of Mailing in the upper right corner and to clarify that 
the Certificate of Mailing is to be used for domestic mailings only. 
Additionally, the CURRENT CORRESPONDENCE ADDRESS 
block shall permit write-in corrections for making minor changes 
in the correspondence address. Alternatively, a change in the 
correspondence address, or an indication of a “Fee Address” for 
maintenance fee notifications, may be made by checking the 
appropriate set of brackets in Block | and including the appropri- 
ate attachment. 


Block 3 of the revised form PTOL-85B will be used to indicate 
assignee data to be printed on the patent, as well as the status of the 
assignee as: (1) individual, (2) corporation or other private group 
entity, or (3) government entity. Applicants are being asked to 
indicate the status of the assignee in order to increase the accuracy 
of the assignee category codes being entered by the Office into the 
Patent Full Text Data Base, which can later be extracted and used 
for statistical purposes. This has become necessary since the 
assignee’s category is not always evident at the point in the 
publication process when the assignment data is being captured 
from the PTOL-85B form. 


The applicant is requested to transmit an extra copy of PTOL- 
85B when payment of the issue fee is by way of authorization to 
debit a Deposit Account. 


February 21,1997 STEPHEN O. KUNIN 
Deputy Assistant Commissioner for 


Patent Policy and Projects 
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(55) “Expedited Local” and “At Cost” Services 
for Certified and Uncertified Copies 


of Patent and Trademark Office Documents 
Expedited Local Service 


The Patent and Trademark Office (PTO) offers “expedited local 
service” for three products: (1) uncertified patent and trademark 
copies; (2) certified copies of both patent and trademark applica- 
tions-as-filed; and (3) certified copies of trademark registrations 
(status and title). Customers can routinely order these expedited 
services, which are specifically identified by separate codes in the 
PTO’s fee schedule. Orders for “expedited local service” on these 
three products may be placed in one of four ways: (1) delivered in 
person to the Office of Public Records (OPR) Customer Service 
Counter, Crystal Gateway 4, Suite 300; (2) placed in drop boxes 
located in PTO search room facilities; (3) faxed to (703) 308-9759; 
or (4) delivered via overnight delivery services directly to OPR at 
the following address: 


U.S. Patent and Trademark Office 
Office of Public Records 
Customer Service, 3rd Floor 
1213 Jefferson Davis Highway 
Arlington, Va. 22202 


U.S. PATENT AND TRADEMARK OFFICE 
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Orders marked “Expedite” within the product lines described 
above will be processed as “regular service” orders if the correct 
fee does not accompany the order. Please note that orders with 
notations such as “Please Rush”, “Urgent”, or “Please Expedite”, 
and which fali outside the product lines offering “expedited local 
service,” do not receive special processing. 


Customers should note that orders for “expedited local service” 
are processed based on the date of receipt, not on the method of 
delivery to OPR; fax and overnight delivery service orders have 
the same priority as hand-delivered orders received on the same 
day. Similarly, completed orders for “expedited local service” are 
closed and shipped without regard to the requested delivery 
method or location. 


At Cost Service 


The Office’s fee schedule does not specifically provide for other 
expedited document delivery, largely because of the uncertainty 
and risk involved in promising services for which either the 
media/papers to satisfy the order or PTO staff support might not be 
available. However, the Office recognizes that there are situations, 
such as litigation, due dates imposed by foreign intellectual 
property offices, or pending commercial transactions, which re- 
quire an extraordinary level of service in order to meet a most 
urgent deadline. Accordingly, the OPR practice has been to receive 
and process these requests on a case-by-case basis, and to charge 
for them based on the published product/service fee code, plus a 
combination of “Labor Services” (484, 584) and “Other Services 
at Cost” (485,585). This commonly has been referred to as “at cost 
service.” 


OPR’s ability to provide “at cost” services for copies of patent 
and trademark documents is based largely upon the ready avail- 
ability of source documents, either on microform or via access to 
electronic images. Consequently, orders for copies of file wrappers 
and contents usually cannot be accepted for filling on an “at cost” 
basis. While every effort will be made to assist all customers, the 
PTO cannot always guarantee delivery of documents on or before 
requested dates. Turnaround time for this service is dependent on 
the scope and complexity of the specific request, staff resources 
which can be diverted, and other priority orders in inventory. 


Requests for “at cost” services must be in writing and on 
letterhead from the applicant, attorney of record, or the assignee. 
The letter must state the reason for requesting “at cost” service, 
such as active litigation or a pending commercial transaction. The 
letter must also include the dates the documents are needed. 
Detailed justification/disclosure of commercial or confidential 
business information is not required, but there must be a clear 
sense of urgency in the request. 


Requests for “at cost” services may be placed in one of three 
ways: (1) hand delivered to the OPR Customer Service Counter in 
Crystal Gateway 4, Suite 300; (2) faxed to (703) 308-9759; (3) or 
sent via overnight delivery service directly to OPR at the following 
address: 


U.S. Patent and Trademark Office 
Office of Public Records 
Customer Service, 3rd Floor 
1213 Jefferson Davis Highway 
Arlington, Va. 22202 


Based on a review of the specific request, a Customer Service 
Representative will contact the requester to discuss the feasibility 
of meeting the deadline and the total cost involved. The minimum 
charge for filling an “at cost” order for copies of patent and 
trademark documents will be $120 (3 hours labor at $40 per hour), 
plus the published product/service fee per copy. Customers will be 
asked to approve all charges before any work begins. Customers 
sending requests via overnight delivery services must specify 
payment via PTO deposit account, MasterCard, or Visa. “Walkup” 
customers also may pay by check at the PTO Office of Finance 
Cashier in Crystal Gateway 4 following discussions with OPR 
Customer Services staff and acceptance of their order. 
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“At cost” service requests dropped at PTO search room loca- 
tions or sent to the general PTO address will be processed as 
“regular service” orders. “At cost” orders are processed based on 
the date of acceptance, not on the method of delivery to OPR; “at 
cost” requests sent via fax and overnight delivery service go 
through the same review and acceptance process as those hand- 
delivered. Regardless of which method is used to transmit an “at 
cost” request, the customer designated point-of-contact should 
have full authority to discuss the requirement; be able to discuss 
the impact of any possible change in the expected due date; and be 
authorized to make payment in full. 


Completed “at cost” orders will be sent to the customer via 
overnight delivery service to ensure continuous tracking while in 
transit and to confirm receipt. On request, completed “at cost” 
orders may be picked up/signed for at the OPR Customer Service 
Counter. 


Questions concerning either “expedited local service” or “at 
cost” services for copies of patent and trademark documents 
should be directed to OPR Customer Service at (703) 308-9726, or 
via e-mail address at certdivuspto. gov. 
May 29, 1998 WESLEY H. GEWEHR 

Administrator for 
Information Dissemination 
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(56) Obtaining Copies of Interference Related Files 


The Board of Patent Appeals and Interferences does not provide 
or sell copies of interference files or the application or patent files 
involved in an interference. Orders for copies shall not be filed 
with the Board unless ordered by an Administrative Patent Judge. 
Individuals ordering files should note that interference files do not 
include the involved application or patent files, which must be 
ordered as separate files. Orders for copies must specifically 
identify the serial number, patent number or interference number 
of all desired files. Because of the confidentiality provisions of 35 
U.S.C. § 122 and 37 CFR §§ 1.1 i(e) and 1.14, all orders for copies 
of pending applications or interference files must be accompanied 
with proof that the requester is authorized to have access to the 
files (e.g., copy of the power of attorney, power to inspect, and 
interference declaration, as appropriate). Failure to provide all 
necessary information with the order will delay obtaining copies or 
result in a denial of the order. 


Uncertified copies may be purchased from the Dissemination 
Support Division (DSD). Inquiries regarding uncertified copies 
must be directed to DSD at (703) 305-8716. Orders for uncertified 
copies may be placed by FAX, when paying by VISA/MasterCard 
or PTO Deposit Account, at (703) 305-8759. Orders for uncertified 
copies may also be mailed to DSD at the following: 


Commissioner of Patents and Trademarks 
Box 9 
Attention: DSD File Copy 
Washington, D.C. 20231 


Certified copies may be purchased from the Certification 
Division. Inquiries regarding certified copies must be directed to 
the Certification Division at (703) 308-9726 or toll free at 
1-800-972-6382. Orders for certified copies may be placed by 
FAX, when paying by VISA/MasterCard or PTO Deposit Account, 
at (703) 308-7048. Order for uncertified copies may also be mailed 
to the Certification Division at this address: 


Commissioner of Patents and Trademarks 
Box 10 
Washington, D.C. 20231 
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Orders for both certified and uncertified copies may be hand 
delivered to PTO’s Public Service Facility, located at 2183 
Jefferson Davis Highway, in the Crystal Plaza Arcade Shops 
directly below Crystal Plazas 3 and 4 


BRUCE H. STONER, JR. 
Chief Administrative Patent Judge 
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“At Cost” Recordation of Assignments 
and Reiated Transactions 


Background 


The Patent and Trademark Office (PTO) offers “expedited local 
service” for three well-defined products: patent and trademark 
copies; certified copies of both patent and trademark applications- 
as-filed; and certified copies of trademark registrations (status and 
title). Customers can routinely order these expedited services 
which are specifically identified by separate codes in the Office’s 
fee schedule. The Office’s fee schedule does not specifically 
provide for other expedited service relating to delivery of docu- 
ments or other products, largely because of the uncertainty and risk 
involved in promising services for which either the media/papers 
to satisfy the order or PTO staff support might not be available. 


“At Cost” Services for Recording Assignments and Related 
Transactions 


Assignments are processed and recorded on a “first in/first out” 
basis from the date of receipt in the Assignment Division. While 
PTO does not routinely and specifically offer expedited service to 
record assignments, it has recognized that there are situations, such 


as pending litigation or commercial transactions, which require 
other than “first in/first out” processing in order to meet a most 
urgent judicial or contractual deadline. Accordingly, the Office of 
Public Records (OPR) practice has been to receive and process 
these requests on a case-by case basis and to assess fees based on 
the statutory recordation fee (481,482, 581), plus a combination of 


“Labor Services” (484, 584) and “Other Services at Cost” 
(485,585). This has been referred to commonly as “at cost” 
recordation 


Turnaround time for this extraordinary recordation service is 
dependent on the scope and complexity of the specific request, 
staff resources which can be diverted, and other priority work in 
inventory. While every effort wiil be made to assist all customers, 
the PTO cannot always guarantee delivery of recorded documents 
on or before requested dates. 


Requests for “at cost recordation” must be hand delivered or 
sent via overnight courier directly to OPR in the North Tower 
Building: 


U.S. Patent and Trademark Office 

Office of Public Records 

ATTN: “At Cost” Recordation Services 

2800 Crystal Drive, 10th Floor Service Counter 
Arlington, VA 22202 


Do not send requests to the general PTO address; such requests 
may be significantly delayed before delivery to OPR. 


All documents submitted for “at cost” recordation must meet the 
minimum requirements set forth in 37 CFR Part 3. In addition, 
there must be a separate letter specifically requesting “at cost” 
recordation, signed by a principal party to the transaction (owner, 
inventor) or the attorney of record, stating the specific date the 
recordation notice must be returned, and describing the reason 
special service is required. Detailed justification/disclosure of 
commercial or confidential business information is not required, 
but there must be a clear urgency in the request. 
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Based on their review of the specific request, Assignment 
Division staff will contact the customer to discuss the feasibility of 
meeting the deadline and the total cost involved. The minimum 
charge for expedited assignment recordation is $90 (3 hours labor 
at $30 per hour), plus the established statutory fee per property. 
Customers will be contacted and asked to approve all charges 
before work begins. Customers sending requests via overnight 
delivery services must make payment via PTO deposit account, 
MasterCard, or Visa. Local “walk up” customers may pay cash at 
the PTO Office of Finance Cashier in addition to the other 
methods. 


Once recorded, “at cost” assignments must either be picked 
up/signed for at the Office of Public Records NT Service Counter 
or sent via Federal Express (next business day service); charges for 
Federal Express delivery will be added to the total “at cost” bill. 


Questions concerning “at cost” recordation services should be 
directed to the Assignment Division Customer Services Desk at 
(703) 308-9723. 


May 1, 1997 WESLEY H. GEWEHR 
Administrator for Information 


Dissemination 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 1 and 2 
Docket No. 99-1020282-9282-01 
RIN 0651-AB08 


Clarification of Patent and Trademark Copy Fees 
AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Final Rule. 


SUMMARY: The Patent and Trademark Office (PTO) is amend- 
ing the rules of practice regarding fees for black and white patent 
and trademark copies by clarifying the meaning of the term 
“regular service.” For black and white patent copies, the term 
“regular service” includes preparation of copies by the PTO 
normally within 2-3 business days of receipt and delivery by 
United States Postal Service (USPS), or delivery to a PTO 
Box.“Regular service” also includes preparation of copies within 
one business day of receipt and delivery to customers by electronic 
means (e.g., fax, electronic mail). Expedited service for receipt of 
black and white patent copies by fax is eliminated since this is now 


- done routinely as “regular service.” For patent copies, “expedited 


service” is clarified to read preparation of copies by the PTO 
within one business day and delivery by commercial delivery 
service within the next business day. For trademark copies, 
“regular service” includes preparation of copies by the PTO within 
2-3 business days of receipt and delivery by USPS, fax, or to a 
PTO Box. The term “overnight delivery” is being changed to 
“delivery on the next business day” for clarity. 


EFFECTIVE DATE: The effective date for the clarifications of 
the rules is December 2, 1999. 


FOR FURTHER INFORMATION CONTACT: Wesley H. 
Gewehr by mail addressed to him at Administrator for Information 
Dissemination, U.S. Patent and Trademark Office, PK3-451, 
Washington, DC 20231, by telephone at (703) 305-9110, by 
facsimile at (703) 305-3878, or by e-mail at “wesley.gewehrusp- 
to.gov.” 


SUPPLEMENTARY INFORMATION: This final rule clarifies 
PTO fees for providing black and white copies of patents and 
trademarks. 


194-362 D-01 -- 3 :QL3 


U.S. PATENT AND TRADEMARK OFFICE 
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Background 


Patent fees are authorized by 35 U.S.C. § 41. Trademark fees are 
authorized by 15 U.S.C. § 1113. Both statutes provide that the 
Commissioner shall establish fees for processing, services, or 
materials relating to patents or trademarks to recover the estimated 
average cost to the Office of such processing, services, or 
materials. Automated image stores of patent copies and automated 
system capabilities for electronic delivery are now available for 
delivery of black and white patent copies under regular service. 
Full-page images of trademark registrations are not yet available 
via automated image stores. Therefore, trademark copies cannot 
yet be delivered electronically, other than by fax. 


This final rule clarifies what services are encompassed by the term 
“regular service” for patent copies set forth in 37 C.FR. § 
1.19(a)(1), and for trademark copies set forth in 37 C.FR. § 
2.6(b)(1). 


Other Considerations 


This final rule contains no information collection within the 
meaning of the Paperwork Reduction Act of 1995, 44 U.S.C. § 
3501 et seq. This final rule has been determined to be not 
significant for purposes of Executive Order 12866. 


The PTO for good cause finds that the notice and comment 
provisions of the Administrative Procedure Act are not required. 
The notice and public procedure thereon are unnecessary since the 
PTO is only clarifying the term “regular service,” and eliminating 
as a separate category the delivery of patent copies by fax. 5 
U.S.C. § 553(b)(B). These are minor technical changes with no 
substantive effect on the public. 5 U.S.C. § 553(b)(B). Prior notice 
and an opportunity for public comment are not required pursuant 
to 5 U.S.C. 553 (or any other law); therefore, the analytical 
requirements of the Regulatory Flexibility Act, 5 U.S.C. § 601 et 
seq., are inapplicable. 


List of Subjects 
37 CFR Part 1 


Administrative practice and procedures, Inventions and patents, 
Reporting and recordkeeping requirements, Small businesses. 


37 CFR Part 2 

Administrative practice and procedures, Trademarks.Accord- 
ingly, for the reasons set forth in the preamble, 37 CFR parts | and 
2 are amended as follows: 
1. The authority citation for part 1 continues to read as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.19 is amended by revising paragraphs (a)(1)(i) 
through (iii) to read as follows: 


1.19 Document supply fees. 

*e ee * 
(a) ** * 
(1) *** 

(i) Regular service, which includes preparation of copies by the 
PTO within 2-3 business days and delivery by United States Postal 
Service or to a PTO Box; and preparation of copies by the PTO 
within one business day of receipt and delivery by electronic 
means (e.g., fax, electronic mail)-$3.00 

(ii) Next business day delivery to PTO Box-$6.00 

(iii) Expedited delivery by commercial delivery service-$25.00 


3. The authority citation for part 2 continues to read as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 
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4. Section 2.6 is amended by revising paragraphs (b)(1)(i) through 
(iii) to read as follows: 


§ 2.6 Trademark fees. 


ese eK SE 


(b) * * * 


(1) * * * 


(i) Regular service, which includes preparation of copies by the 
PTO within 2-3 business days of receipt and delivery by United 
States Postal Service, fax, or to a PTO Box-$3.00 


(ii) Delivery on next business day to PTO Box, or fax delivery 
within one business day to U.S./Canada/Mexico-$6.00 


(iii) Expedited delivery by commercial delivery service-$25.00 
Q. TODD DICKINSON 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 
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DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
37 CFR Part 1 
RIN 0651-AB19 


Treatment of Unlocatable Patent 
Application and Patent Files 


AGENCY: United States Patent and Trademark Office, Com- 
merce. 


ACTION: Final rule. 


SUMMARY: The United States Patent and Trademark Office is 
amending the rules of practice to provide for the replacement of 
patent application and patent files that cannot be located after a 
reasonable search. This change is designed to expedite the process 
of application and patent file reconstruction to minimize the 
processing or examination delays resulting when the Office cannot 
locate an application or patent file after a reasonable search. 


EFFECTIVE DATE: November 17, 2000. 


FOR FURTHER INFORMATION CONTACT: Robert W. Bahr 
by telephone at (703) 308-6906, or by mail addressed to: Box 
Comments—Patents, Commissioner for Patents, Washington, DC 
20231, or by facsimile to (703) 872-9411, marked to the attention 
of Robert W. Bahr. 


SUPPLEMENTARY INFORMATION: Over 330,000 patent 
applications (provisional and nonprovisional) were filed in the 
United States Patent and Trademark Office (Office) in fiscal year 
1999. On occasion, an application or patent file cannot be located. 


When a patent application or patent file cannot be located after 
a reasonable search and the application or patent file is necessary 
to conduct business before the Office, the Office will “reconstruct’’ 
the application or patent file. This involves placing a duplicate 
copy of the original application papers and all of the correspon- 
dence between the Office and applicant or patentee in a new file 
wrapper. The Office currently (since the spring of 1997) uses its 
Patent Application Capture and Review (PACR) system to image 
scan the application papers submitted on the filing date of the 
application (except for any appendix or information disclosure 
statement) and to create an electronic database (PACR database) 
containing a duplicate record of the original application papers 
(application papers were microfilmed prior to the spring of 1997). 
Thus, the Office can obtain a copy of the original application 
papers from its PACR database (or microfilm records). 
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The Office, however, does not possess a duplicate copy of 
subsequent correspondence from the applicant or patentee (e.g., 
applicant replies or other papers) concerning the application or 
patent. While the Office may have a copy of some Office 
correspondence (Office actions saved on a disc or computer hard 
drive), the Office often does not possess a complete copy of the 
Office correspondence concerning the application or patent (e.g., 
paper-based forms or notices). Thus, to reconstruct a file accu- 
rately, the Office must request that the applicant or patentee either 
provide a complete copy of his or her record of the correspondence 
between the Office and the applicant or patentee, or produce his or 
her record of the correspondence between the Office and the 
applicant or patentee for the Office to copy. 


Formerly, the request that applicant provide a copy of (or 
produce) his or her record of the correspondence between the 
Office and the applicant did not require a reply within any set time 
period. In a pending application, this added to the delay in 
processing and examination resulting from the inability to locate 
the application file. To expedite the process of reconstructing the 
file of an application or patent file, the Office is amending the rules 
of practice to provide that the Office will now set a time period 
within which applicant or patentee must either provide a complete 
copy of his or her record of the correspondence between the Office 
and the applicant or patentee, or produce his or her record of the 
correspondence between the Office and the applicant or patentee 
for the Office to copy. Since the Office cannot continue to examine 
an application for which it does not have a complete copy, the 
failure to provide a copy of (or produce) his or her record of the 
correspondence between the Office and the applicant in a pending 
application within this time period will result in abandonment of 
the application. See 35 U.S.C. 133 (failure to prosecute an 
application in a timely manner “after any action therein’’ shall be 
regarded as abandonment of the application). 


Corresponding with an applicant or patentee when an applica- 
tion is abandoned or patented is often difficult because address 
information is often not current. There are many good reasons for 
keeping correspondence information current in an abandoned 
application or patent. Patent applicants and patent owners should 
keep the correspondence address and any fee address current for 
the patent to ensure that correspondence is mailed to applicant’s or 
patentee’s current address. In an abandoned application, the Office 
may attempt to communicate with applicant regarding a petition 
for access. If the address has not been updated, then the Office may 
not be able to consider applicant’s views in deciding whether to 
release the application to a member of the public. The Customer 
Number Practice described in section 403 of the Manual of Patent 
Examining Procedure (MPEP) (7th ed. 1998) (Rev. 1, Feb. 2000) 
provides a procedure where a patent applicant or owner can easily 
change the correspondence address for a number of patents or 
patent applications. In addition, the “Fee Address” Indication 
Form (PTO/SB/47) (reproduced at MPEP 2595) enables a patent 
owner to complete one form to designate a single fee address for 
any number of patents or applications in which the issue fee has 
been paid. 


When changing the address(es) associated with a patent, the 
patent owner should bear in mind that the Office has a number of 
addresses related to the patent: (1) An application correspondence 
address; (2) the return address for the assignment documents; and 
(3) the fee address for maintenance fee purposes. See MPEP 2540. 
The correspondence address is the address to which Office actions 
and notices are mailed during the patent application process and is 
often not current within a few years of patent issuance. As a result, 
the regulations related to reexamination proceedings require that a 
patent owner be served with a copy of a Reexamination Request at 
the Office of Enrollment and Discipline address for the attorney or 
agent of record, if there is an attorney or agent of record. See 
MPEP 2220. If there is no attorney or agent of record, the copy is 
required to be served upon the patent owner. See 37 CFR 1.33(c). 
In the procedure to obtain a copy of a patent file set forth in this 
notice, the request will be directed to the correspondence address. 


The Office is planning for full electronic submission of appli- 
cations and related documents by fiscal year 2003. Once the Office 
transitions to a total Electronic File Wrapper environment, the 
inability to locate a paper application file should no longer be a 
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significant issue. However, this rule change is necessary to provide 
for the replacement of unlocatable application and patent files until 
the Office has completely transitioned to a total Electronic File 
Wrapper environment. 


Discussion of Specific Rules 


Title 37 of the Code of Federal Regulations, Part 1, is amended 
as follows: 


Section 1.251 is added to set forth a procedure for the recon- 
struction of the file of a patent application, patent, or any other 
patent-related proceeding that cannot be located after a reasonable 
search. The phrase “an application” applies to any type of 
application (national or international), and regardless of the status 
(pending or abandoned) of the application. 


Section 1.251(a) provides that in the event the Office cannot 
locate the file of an application, patent, or any other patent-related 
proceeding after a reasonable search, the Office will notify the 
applicant or patentee and set a time period within which the 
applicant or patentee must comply with the notice. The applicant 
or patentee may comply with a notice under § 1.251 by providing: 
(1) Acopy of his or her record (if any) of all of the correspondence 
between the Office and the applicant or patentee for such applica- 
tion, patent, or other proceeding (except for U.S. patent docu- 
ments); (2) a list of such correspondence; and (3) a statement that 
the copy is a complete and accurate copy of the applicant’s or 
patentee’s record of all of the correspondence between the Office 
and the applicant or patentee for such application, patent, or other 
proceeding (except for U.S. patent documents), and whether 
applicant or patentee is aware of any correspondence between the 
Office and the applicant or patentee for such application, patent, or 
other proceeding that is not among applicant’s or patentee’s 
records (§ 1.251(a)(1)). The applicant or patentee may also comply 
with a notice under § 1.251 by: (1) Producing his or her record (if 
any) of all of the correspondence between the Office and the 
applicant or patentee for such application, patent, or other pro- 
ceeding for the Office to copy (except for U.S. patent documents); 
and (2) providing a statement that the papers produced by 
applicant or patentee are applicant’s or patentee’s complete record 
of all of the correspondence between the Office and the applicant 
or patentee for such application, patent, or other proceeding 
(except for U.S. patent documents), and whether applicant or 
patentee is aware of any correspondence between the Office and 
the applicant or patentee for such application, patent, or other 
proceeding that is not among applicant’s or patentee’s records (§ 
1.251(a)(2)). If applicant or patentee does not possess any record 
of the correspondence between the Office and the applicant or 
patentee for such application, patent, or other proceeding, the 
applicant or patentee must comply with a notice under § 1.251 by 
providing a statement that applicant or patentee does not possess 
any record of the correspondence between the Office and the 
applicant or patentee for such application, patent, or other pro- 
ceeding (§ 1.251(a)(3)). 


According to § 1.251(a), if the applicant or patentee possesses 
all or just some of the correspondence between the Office and the 
applicant or patentee for such application, patent, or other pro- 
ceeding, the applicant or patentee is to reply by providing a copy 
of (or producing) his or her record of all of the correspondence 
between the Office and the applicant or patentee for such applica- 
tion, patent, or other proceeding (§§ 1.251(a)(1) or (a)(2)). If 
applicant or patentee does not possess any record of the corre- 
spondence between the Office and the applicant or patentee for 
such application, patent, or other proceeding, the applicant or 
patentee is to reply with a statement to that effect (§ 1.251(a)(3)). 


Any appendix or information disclosure statement submitted 
with an application is not contained in the Office’s PACR database. 
Therefore, the applicant or patentee must also provide a copy of 
any appendix or information disclosure statement (except in the 
limited circumstance discussed below) submitted with the appli- 
cation. Since the Office can obtain copies of U.S. patent documents 
(U.S. patent application publications and patents) from its internal 
databases, the Office is not requiring applicants or patentees to 
provide copies of U.S. patent application publications and patents 
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that are among the applicant’s or patentee’s record of the corre- 
spondence between the Office and the applicant or patentee for the 
application, patent, or other proceeding. 


Section 1.251(b) provides that with regard to a pending appli- 
cation, the failure to provide a reply to such a notice within the 
time period set in the notice will result in abandonment of the 
application. 


Response to Comments 


The Office published a notice proposing changes to the rules of 
practice to provide for the replacement of application and patent 
files that cannot be located after a reasonable search. See Treatment 
of Unlocatable Application and Patent Files, Notice of Proposed 
Rulemaking, 65 FR 42309 (July 10, 2000), 1237 Off. Gaz. Pat. 
Office 28 (Aug. 1, 2000) (notice of proposed rulemaking). The 
Office received eleven written comments (from intellectual prop- 
erty organizations, patent practitioners, and the general public) in 
response to the notice of proposed rulemaking. Comments gener- 
ally in support of the change are not discussed. The comments and 
the Office’s responses to the remaining comments follow: 


Comment 1: Several comments inquired as to how long an 
applicant or patentee will be given to provide a copy of the file in 
reply to a notice under § 1.251. The comments suggested that: (1) 
Applicants be given a minimum period of three months to reply to 
a notice under § 1.251; (2) this period for reply be set forth in § 
1.251 (rather than merely set forth in the MPEP or left completely 
up to the discretion of Office officials); and (3) this period for reply 
be extendable under § 1.136(a). One comment also suggested that 
patentees be given at least five months to reply to a notice under 
§ 1.251. 


Response: The Office will set a time period of three months for 
reply in a notice under § 1.251 in an application. The time period 
will be extendable under § 1.136(a) (unless the notice indicates 
otherwise) by three months up to a maximum period for reply of 
six months in an application. See 35 U.S.C. 133. 


The Office will set a time period of six months for reply in a 
notice under § 1.251 in a patent. The time period will not be 
extendable under § 1.136(a) in a patent because 35 U.S.C. 41(a)(8) 
only authorizes the Office to charge fees for extensions of time in 
proceedings involving an application. See MPEP 2265. 


Section 1.251 will not include these time periods. These time 
periods, however, will be included in the MPEP and not left to the 
complete discretion of various Office officials. 


Comment 2: One comment suggested that there should be no 
reduction in patent term adjustment for the entire delay for the 
initial search and for compliance with a notice under § 1.251. 
Another comment suggested that for purposes of patent term 
adjustment, all of the time taken to reconstruct the file “should be 
charged against the Office.” 


Response: Patent term and patent term adjustment are provided 
for by statute. See 35 U.S.C. 154(a)(2) and (b) and 173. The 
inability to locate an application file in and of itself does not give 
rise to patent term adjustment under 35 U.S.C. 154(b). Rather, 
patent term adjustment is an issue only if the inability to locate the 
application file causes the Office to miss one of the time frames 
specified in 35 U.S.C. 154(b)(1)(A) or (B), or prolongs the 
duration of one of the proceedings specified in 35 U.S.C. 
154(b)(1)(C). In addition, if an applicant fails to reply to a notice 
under § 1.251 within three months of its mailing date, any patent 
term adjustment under 35 U.S.C. 154(b) will be reduced by a 
period equal to the number of days (if any) beginning on the day 
after the date that is three months after the mailing date of the 
notice under § 1.251 and ending on the date the reply to the notice 
under § 1.251 was filed. See 35 U.S.C. 154(b)(2)(C)(ii) and § 
1.704(b). 


Comment 3: Several comments inquired as to what steps are 
taken to search for a file before it is determined to be unlocatable 
(i.e., inquired as to what is a reasonable search). One comment 
expressed concern that the procedure in § 1.251 not be used as a 
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substitute for a reasonable search for such a file. Another comment 
suggested that a reasonable time limit (e.g., three months) be 
established for such a search so that reconstruction of the file (if 
necessary) can begin promptly. 


Response: When an application file is determined to be unlo- 
catable, the Official Search Unit or a Technology Center designee 
conducts a search for the application file in every location where 
the application file might reasonably be located: e.g., its location as 
indicated in the Office automated application tracking system (the 
Patent Application Locating and Monitoring or PALM system), the 
examiner's office, and the Technology Center’s central files, 
technical support, and receptionist areas. If the application file still 
cannot be located, the application is flagged as “lost” in the PALM 
system. The flagging of an application in the PALM system as 
“lost” causes the PALM system to signal any person who then 
attempts a PALM transaction for the application (for which the 
application file is required) that the application file was previously 
unlocatable and should be taken to the person who was conducting 
a search for the application file. If no PALM transaction for the 
application occurs within thirty days, the Office then begins the file 
reconstruction process. 


Comment 4: One comment opposed the proposed change on the 
basis that it did not address the problem (i.e., the Office’s inability 
to locate certain files). The comment indicated that the Office 
should better train its staff to track application and patent files, and 
to conduct a more diligent search for an application or patent files. 


Response: The Office is addressing this issue by: (1) Revising 
procedures for searches for applications; and (2) moving towards 
a total Electronic File Wrapper environment. Nevertheless, the 
majority of comments recognize that establishing procedures for 
the prompt reconstruction of unlocatable files is important not only 
to the conduct of business before the Office, but is also important 
to the public (third parties) which relies upon the information in a 
patent file when conducting an infringement or validity analysis. 


Comment 5: One comment suggested that the Office provide a 
printout of the contents entries from the Office’s PALM system 
with any notice under § 1.251 to assist the applicant or patentee. 


Response: The suggestion is adopted. 


Comment 6: One comment inquired as to how long it takes the 
Office to realize it has lost a file. 


Response: The Office usually realizes that it cannot locate a 
patent file when a member of the public requests a copy of the file. 
The Office usually realizes that it cannot locate an application file 
when its PALM system indicates that the application is due for 
some action. 


Comment 7: One comment inquired as to how long it will take 
for the Office to act on an application once the file has been 
reconstructed. 


Response: Once an application file has been reconstructed, it is 
docketed for action based upon its stage in the application 
examination process. In most situations, the application will be 
acted upon immediately. 


Comment 8: Several comments suggested that the Office should 
take special steps with files that have been reconstructed to ensure 
that the applicant or patentee is not again required to provide a 
copy of the file. 


Response: The Office takes the steps that can reasonably be 
taken to avoid misplacing any application or patent file. Thus, 
there are no further “special” steps that could reasonably be taken 
to avoid misplacing reconstructed application or patent files. 


Comment 9: One comment suggested that the Office should first 
attempt to reconstruct the file based upon the material it has (i.e., 
copies of Office actions, and sequence listings), and then require 
the applicant or patentee to supply the specific materials that the 
Office does not have. Another comment suggested that the appli- 
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cant or patentee should not be required to produce copies of 
documents available to the Office from other sources (e.g., U.S. or 
foreign patents or patent publications). 


Response: The Office has considered attempting to reconstruct 
portions of the application or patent file based upon material 
contained in other Office databases. These databases, however, do 
not always contain accurate or complete copies of the papers 
actually in the application or patent file (e.¢., Office actions may be 
draft or incomplete and may not include the pre-printed forms sent 
with Office actions). The best way to reconstruct an application or 
patent file quickly, completely, and accurately is to obtain a copy 
of the applicant or patentee’s records of correspondence between 
the Office and applicant or patentee for the application or patent. 


The Office can obtain copies of U.S. patent application publi- 
cations and patents from its databases. Therefore, the Office is not 
requiring applicants or patentees to provide copies of U.S. patent 
application publications and patents that are among the applicant’s 
or patentee’s record of the correspondence between the Office and 
the applicant or patentee for the application, patent, or other 
proceeding. The Office, however, may not be able to obtain copies 
of foreign patent documents or nonpatent literature from its 
databases. Therefore, the Office is requiring applicants or patentees 
to provide copies of foreign patent documents and nonpatent 
literature that are among the applicant’s or patentee’s record of the 
correspondence between the Office and the applicant or patentee 
for the application, patent, or other proceeding. 


Comment 10: One comment suggested that the applicant or 
patentee be required to provide a copy of only the papers formally 
of record in the application or patent file (i.e., not proposed 
amendments submitted to an examiner for consideration on an 
informal basis). 


Response: The applicant or patentee is required to provide a 
copy of applicant’s or patentee’s record of all of the correspon- 
dence between the Office and the applicant or patentee for such 
application, patent, or other proceeding. While an “informal” (or 
“proposed”) amendment submitted to an examiner for consider- 
ation is not entered into the specification or drawings of the 
application, Office practice is to make such an informal or 
proposed amendment of record in the application file (usually by 
attachment to an interview summary record). Thus, “informal” 
amendments submitted to examiners for consideration are part of 
the correspondence between the Office and the applicant (or 
patentee) that must be submitted (if contained in applicant’s or 
patentee’s records of the application or patent). 


Comment I]: One comment questioned whether § 1.251 applies 
when the file is otherwise available, but is missing specific 
documents. 


Response: Section 1.251 generally applies only to situations in 
which the file of an application or patent (not just certain 
documents) is unlocatable. When a document is missing from an 
application, Office practice is to call the applicant’s representative 
and request submission (generally by facsimile) of a copy of the 
missing document. While the Office intends to continue to treat 
missing documents in this relatively informal manner (rather than 
issuing a notice under § 1.251), the Office may issue a notice under 
§ 1.251 to obtain a copy of a missing document if the Office’s 
informal attempts to obtain a copy of the document are unsuccess- 
ful. 


Comment 12: One comment questioned what the Office does 
with the original file if it is discovered after the file has been 
reconstructed. 


Response: The Office will combine the papers into a single file 
wrapper and then destroy the other file wrapper (as well as any 
duplicate papers). 


Comment 13: One comment argued that the provisions of § 
1.251 are not effective as to a patentee since there is no threat (e.g., 
threat of abandonment) if a patentee does not comply with a notice 
requiring a copy of the patent file. Another comment suggested 
that the Office expressly indicate that there is no consequence if a 
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patentee fails to comply with a notice under § 1.251 because a 
statutory change would be required for the Office to be able to 
impose a consequence such as lapse of the patent on a patentee. 


Response: \f a patentee does not timely reply to a notice under 
§ 1.251, the patent will not “lapse” or expire. Nevertheless, it is 
incorrect to say that there is no consequence to a patentee who fails 
to comply with a notice under § 1.251. If a patentee fails to timely 
comply with a notice under § 1.251, the only certified copy of the 
patent file that the Office will be able to produce will be a copy of 
the patent and a copy of the application-as-filed (which may have 
an adverse impact during attempts to enforce the patent). In 
addition, if the patent is involved in a proceeding before the Office, 
the Office may take action under § 1.616 or § 10.18. Thus, the 
provisions of § 1.251 will be effective as to a patentee even in the 
absence of a statutory change to impose some other consequence 
(e.g., lapse of the patent). 


Comment 14: Several comments argued that the threat of 
holding an application abandoned when the file was lost by the 
Office was patently unfair. One comment suggested that the 
sanction for noncooperation with a requirement for a copy of the 
application file for applications subject to the twenty-year patent 
term provisions of 35 U.S.C. 154(a)(2) be a reduction of any patent 
term adjustment under 35 U.S.C. 154(b), and that the sanction for 
noncooperation with a requirement for a copy of the application 
file for applications not subject to the twenty-year patent term 
provisions of 35 U.S.C. 154(a)(2) be a requirement for a terminal 
disclaimer. 


Response: As discussed above, the Office cannot process or 
examine an application if its file is unlocatable. Treating nonco- 
operation with a requirement for a copy of the application file for 
applications solely by a reduction of any patent term adjustment or 
requirement for a terminal disclaimer would give rise to an 
open-ended suspension of action for any application in which the 
applicant chooses not to timely reply to a notice under § 1.251. 


It is well established that keeping an application pending before 
the Office for an indeterminate period of time with no prospect of 
action being taken by either the Office or the applicant is not 
consistent with the spirit of the patent application examination 
process. See Planning-Machine Co. v. Keith, 101 U.S. (11 Otto) 
479, 485 (1879) (applicant cannot without cause hold an applica- 
tion pending during a long period without prosecuting the appli- 
cation). If an applicant fails to cooperate with the Office’s attempt 
to reconstruct the file of an unlocatable application, there is no 
prospect of action being taken by either the Office or the applicant 
until the applicant replies to the notice under § 1.251. Therefore, if 
the file of an application is unlocatable and the applicant fails to 
cooperate with the Office’s attempt to reconstruct the file, it is 
appropriate to terminate proceedings in that application and treat 
the application as abandoned. 


Comment 15: One comment suggested that if an application 
becomes abandoned for failure to reply to a notice under § 1.251, 
the applicant should be able to revive the application. Another 
comment suggested that the Office should permit the applicant to 
revive the application for unintentional abandonment at no cost to 
the applicant (the cost being absorbed by the Office). 


Response: An application abandoned for failure to timely reply 
to a notice under § 1.251 may be revived pursuant to § 1.137, 
provided that the conditions specified in § 1.137 can be met (i.e., 
the delay in reply to the notice under § 1.215 was unavoidable or 
unintentional). 35 U.S.C. 41(a)(7) requires the Office to charge a 
fee for filing a petition to revive an abandoned application, 
regardless of whether the delay was unintentional or unavoidable. 
In any event, an application abandoned for failure to timely reply 
to a notice under § 1.251 is not abandoned because the Office 
cannot locate the application, but because the applicant failed to 
timely reply to the notice under § 1.251. 


Comment 16: Several comments argued that applicants and 
patentees are unable to state with absolute confidence that their 
records are a complete and accurate copy of the correspondence 
between the Office and the applicant or patentee for the applica- 
tion, patent, or other proceeding (since correspondence from the 
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Office may have been lost in the mail). Some comments suggested 
that an applicant or patentee be required to state only that the copy 
is a complete and accurate copy of the applicant or patentee’s 
record of the correspondence between the Office and the applicant 
or patentee for the application, patent, or other proceeding. 
Another comment suggested that an applicant or patentee be 
required to state only that the copy is complete and accurate to the 
best of the individual's knowledge and belief, upon reasonable 
investigation. 


Response: Sections 1.251(b)(1) and (b)(2) as proposed provided 
for the situation in which the applicant or patentee possessed a 
complete and accurate copy of the applicant’s or patentee’s record 
of all of the correspondence between the Office and the applicant 
or patentee for such application, patent, or other proceeding, and § 
1.251(b)(3) as proposed provided for the situation in which an 
applicant or patentee did not possess a complete and accurate copy 
of the applicant’s or patentee’s record of all of the correspondence 
between the Office and the applicant or patentee for such applica- 
tion, patent, or other proceeding. Since applicants and patentees 
cannot be certain of whether their records are a complete and 
accurate copy of all of the correspondence between the Office and 
the applicant or patentee for such application, patent, or other 
proceeding, §§ 1.251(a)(1) and (a)(2) as adopted provide for the 
situation in which the applicant or patentee possesses some record 
(whether complete or incomplete) of the correspondence between 
the Office and the applicant or patentee, and § 1.251(a)(3) provides 
for the rare situation in which an applicant or patentee does not 
possess any record of the correspondence between the Office and 
the applicant or patentee. 


Sections 1.251(a)(1) and (a)(2) wili require a statement that the 
copy produced by applicant or patentee is a complete and accurate 
copy of the applicant’s or patentee’s record of all of the corre- 
spondence between the Office and the applicant or patentee for 
such application, patent, or other proceeding (except for U.S. 
patent documents), and whether applicant or patentee is aware of 
any correspondence between the Office and the applicant or 
patentee for such application, patent, or other proceeding that is 
not among applicant’s or patentee’s records. An applicant or 
patentee should be able to state with confidence that the copy 
provided to or produced for the Office is a complete and accurate 
copy of the applicant’s or patentee’s record (if any) of all of the 
correspondence between the Office and the applicant or patentee, 
and whether applicant or patentee is aware of any correspondence 
between the Office and the applicant or patentee for such applica- 
tion, patent, or other proceeding that is not among applicant’s or 
patent’s records. 


Comment 17: One comment suggested that § 1.251 was unclear 
as to whether the applicant or patentee was being required to state 
that the copy being produced by the applicant or patentee for 
copying by the Office, or the copy produced by the Office, was a 
complete and accurate copy of the correspondence between the 
Office and the applicant or patentee for the application, patent, or 
other proceeding. 


Response: Section 1.251(a)(2) requires a statement that the copy 
produced by applicant or patentee (not the copy produced by the 
Office) is a complete and accurate copy of applicant’s or patentee’s 
record of all of the correspondence between the Office and the 
applicant or patentee for such application, patent, or other pro- 
ceeding. 


Comment 18: One comment required that the Office indicate 
where or to whom the applicant or patentee is to produce the 
applicant’s or patentee’s record of the correspondence between the 
Office and the applicant or patentee for the application, patent, or 
other proceeding for copying by the Office. 


Response: If an applicant or patentee decides to produce his or 
her record of the correspondence between the Office and the 
applicant or patentee for the application, patent, or other proceed- 
ing for copying by the Office under § 1.251(a)(2) (rather than 
provide a copy under § 1.251(a)(1)), the record should be brought 
to the Customer Service Center in the Office of Initial Patent 
Examination (Crystal Plaza 2, 2011 South Clark Place, Arlington, 
VA 22202). 
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Comment 19: One comment noted that § 1.251 provides the 
option of producing the applicant’s or patentee’s record of all of 
the correspondence between the Office and the applicant or 
patentee for such application, patent, or other proceeding for the 
Office to copy when the applicant or patentee possesses a complete 
copy of the correspondence between the Office and the applicant or 
patentee for such application, patent, or other proceeding. The 
comment suggests that the Office should also provide the option of 
producing the applicant's or patentee’s record of all of the 
correspondence between the Office and the applicant or patentee 
for such application, patent, or other proceeding for the Office to 
copy when the applicant or patentee does not possess a complete 
copy of the correspondence between the Office and the applicant or 
patentee for such application, patent, or other proceeding. 


Response: Section 1.251(a)(2) provides the option of producing 
the applicant’s or pateniee’s record of all of the correspondence 
between the Office and the applicant or patentee for such applica- 
tion, patent, or other proceeding for the Office to copy even when 
the applicant or patentee does not possess a complete copy of the 
correspondence between the Office and the applicant or patentee 
for such application, patent, or other proceeding. 


Comment 20: Several comments suggested that the Office 
should reimburse applicants or patentees for the costs of copying 
the application or patent file and delivering the copy to the Office. 


Response: The Office does not currently reimburse applicants or 
patentees for the costs of copying the application or patent file and 
delivering the copy to the Office. The changes in this final rule will 
not affect the costs of copying the application or patent file and 
delivering the copy to the Office as compared to current practice. 
The Office will study the reimbursement question to consider the 
costs and operational considerations associated with such a pro- 
posal. 


Classification 
Administrative Procedure Act 


The changes in this final rule concern only the procedures for 
obtaining a copy of applicant’s or patentee’s record of the 
correspondence between the Office and the applicant or patentee 
for an application, patent, or other proceeding when necessary to 
reconstruct the file of such application, patent, or other proceeding. 
Therefore, prior notice and an opportunity for public comment are 
not required pursuant to 5 U.S.C. 553(b)(A) (or any other law), 
and thirty-day advance publication is not required pursuant to 5 
U.S.C. 553(d) (or any other law). 


Regulatory Flexibility Act 

As prior notice and an opportunity for public comment are not 
required pursuant to 5 U.S.C. 553 (or any other law), an initial 
regulatory flexibility analysis under the Regulatory Flexibility Act 


(5 U.S.C. 601 et seq.) is not required. See 5 U.S.C. 603. 


Executive Order 13132 


This document does not contain policies with federalism impli- 
cations sufficient to warrant preparation of a Federalism Assess- 
ment under Executive Order 13132 (Aug. 4, 1999). 


Executive Order 12866 


This document has been determined to be not significant for 
purposes of Executive Order 12866 (Sept. 30, 1993). 


Paperwork Reduction Act 


This document involves information collection requirements 
which are subject to review by the Office of Management and 
Budget (OMB) under the Paperwork Reduction Act of 1995 (44 
U.S.C. 3501 et seq.). The collection of information involved in this 
document was submitted for approval by OMB under control 
number 0651-0031. The United States Patent and Trademark 
Office submitted this information collection package to OMB for 
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its review and approval because the changes in this notice affect 
the information collection requirements associated with that infor- 
mation collection package. 


The title, description, and respondent description of this infor- 
mation collection is shown below with an estimate of the annual 
reporting burdens. Included in the estimate is the time for 
reviewing instructions, gathering and maintaining the data needed, 
and completing and reviewing the collection of information. The 
principal impact of the changes in this notice is to set forth the 
procedures for obtaining a copy of applicant’s or patentee’s record 
of the correspondence between the Office and the applicant or 
patentee for an application, patent, or other proceeding when 
necessary to reconstruct the file of such application, patent, or 
other proceeding. 


OMB Number: 0651-0031. 

Title: Patent Processing (Updating). 

Form Numbers: PTO/SB/08/21-27/31/42/43/6 1/62/63/64/67/ 
68/91/92/96/ 97. 

Type of Review: Approved through October of 2002. 

Affected Public: Individuals or Households, Business or Other 
For- Profit Institutions, Not-for-Profit Institutions and Federal 
Government. 

Estimated Number of Respondents: 2,231,365. 

Estimated Time Per Response: 0.46 hours. 

Estimated Total Annual Burden Hours: 1,018,736 hours. 

Needs and Uses: During the processing of an application for a 
patent, the applicant/agent may be required or desire to submit 
additional information to the United States Patent and Trademark 
Office concerning the examination of a specific application. The 
specific information required or which may be submitted includes: 
Information Disclosure Statements; Terminal Disclaimers; Peti- 
tions to Revive; Express Abandonments; Appeal Notices; Petitions 
for Access; Powers to Inspect; Certificates of Mailing or Trans- 
mission; Statements under § 3.73(b); Amendments, Petitions and 
their Transmittal Letters; and Deposit Account Order Forms. 


Comments are invited on: (1) Whether the collection of infor- 
mation is necessary for proper performance of the functions of the 
agency; (2) the accuracy of the agency’s estimate of the burden; 
(3) ways to enhance the quality, utility, and clarity of the 
information to be collected; and (4) ways to minimize the burden 
of the collection of information to respondents. 


Interested persons are requested to send comments regarding 
these information collections, including suggestions for reducing 
this burden, to Robert J. Spar, Director, Office of Patent Legal 
Administration, United States Patent and Trademark Office, Wash- 
ington, DC 20231, or to the Office of Information and Regulatory 
Affairs, OMB, 725 17th Street, NW., Washington, DC 20503 
(Attn: Desk Officer for the United States Patent and Trademark 
Office). 


Notwithstanding any other provision of law, no person is 
required to respond to nor shall a person be subject to a penalty for 
failure to comply with a collection of information subject to the 
requirements of the Paperwork Reduction Act unless that collec- 
tion of information displays a currently valid OMB control 
number. 


List of Subjects in 37 CFR Part 1 
Administrative practice and procedure, Courts, Freedom of 
Information, Inventions and patents, Reporting and record keeping 


requirements, Small Businesses. 


For the reasons set forth in the preamble, 37 CFR Part | is 
amended as follows: 


PART 1—RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part | continues to read as 
follows: 


Authority: 35 U.S.C. 2(b)(2). 





Fesruary 20, 2001 


2. Section 1.251 is added immediately following § 1.248 to read 
as follows: 


§ 1.251 Unlocatable file. 


(a) In the event that the Office cannot locate the file of an 
application, patent, or other patent-related proceeding after a 
reasonable search, the Office will notify the applicant or patentee 
and set a time period within which the applicant or patentee must 
comply with the notice in accordance with one of paragraphs 
(a)(1), (a)(2), or (a)(3) of this section. 

(1) Applicant or patentee may comply with a notice under this 
section by providing: 

(i) A copy of the applicant’s or patentee’s record (if any) of all 
of the correspondence between the Office and the applicant or 
patentee for such application, patent, or other proceeding (except 
for U.S. patent documents); 

(ii) A list of such correspondence; and 

(iii) A statement that the copy is a complete and accurate copy 
of the applicant's or patentee’s record of all of the correspondence 
between the Office and the applicant or patentee for such applica- 
tion, patent, or other proceeding (except for U.S. patent docu- 
ments), and whether applicant or patentee is aware of any 
correspondence between the Office and the applicant or patentee 
for such application, patent, or other proceeding that is not among 
applicant’s or patentee’s records. 

(2) Applicant or patentee may comply with a notice under this 
section by: 

(i) Producing the applicant’s or patentee’s record (if any) of all 
of the correspondence between the Office and the applicant or 
patentee for such application, patent, or other proceeding for the 
Office to copy (except for U.S. patent documents); and 

(ii) Providing a statement that the papers produced by applicant 
or patentee are applicant’s or patentee’s complete record of all of 
the correspondence between the Office and the applicant or 
patentee for such application, patent, or other proceeding (except 
for U.S. patent documents), and whether applicant or patentee is 
aware of any correspondence between the Office and the applicant 
or patentee for such application, patent, or other proceeding that is 
not among applicant’s or patentee’s records. 

(3) If applicant or patentee does not possess any record of the 
correspondence between the Office and the applicant or patentee 
for such application, patent, or other proceeding, applicant or 
patentee must comply with a notice under this section by providing 
a statement that applicant or patentee does not possess any record 
of the correspondence between the Office and the applicant or 
patentee for such application, patent, or other proceeding. 

(b) With regard to a pending application, failure to comply with 
one of paragraphs (a)(1), (a)(2), or (a)(3) of this section within the 
time period set in the notice will result in abandonment of the 
application. 
Oct. 31, 2000 Q. TODD DICKINSON 
Under Secretary of Commerce for 

Intellectual Property and 
Director of the United States 
Patent and Trademark Office 


[1241 OG 36] 





(60) | Temporary Suspension of “At Cost” Services 


for Orders for Certified Copies 


Effective immediately, and until further notice, the Certification 
Division, Office of Public Records, will temporarily suspend 
accepting requests for “at cost” service for orders of certified 
copies of PTO documents except where the requester provides 
documentation that the copy is required for pending litigation. 


The Certification Division’s ability to provide “at cost” services 
is based upon the ready availability of source documents either on 
microform or via access to electronic images. Increased filings of 
both patent and trademark applications have resulted in more 
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instances where requested documents are not yet available on film 
or electronic media to fill customer orders on an “at cost” basis 
efficiently and for a reasonable fee. 


Orders for expedited service for certified copies of both patent 
and trademark applications-as-filed and trademark registrations 
will continue to be accepted. Customers will be advised within 
three working days if microform or electronic images are not 
available to fill their orders on an expedited basis, and the order 
will be filled as a request for regular service with an appropriate 
adjustment and/or credit for fees paid. 


Customers are reminded that expedited service is provided on a 
“local basis” for those orders: (1) placed through the PTO’s Public 
Service Windows located in the Patent Search Room and the 
Trademark Search Library; (2) hand-delivered to the Office of 
Public Records’ (OPR) Service Counter in the North Tower 
building; (3) transmitted via fax directly to the Certification 
Division; or (4) received from an overnight delivery service at the 
OPR Service Counter. Requests for expedited service received 
through the US mail will be processed as regular orders. 


In those cases where Certification Division cannot fill a cus- 
tomer order within 30 days of receipt due to unavailability of 
media or the source document itself, customers will be provided 
with a certified letter documenting their request and the Office’s 
inability to fill the order as requested. These letters will be 
provided at no charge. The order itself will be closed and a full 
refund or credit made to the customer. 


Customers placing orders for certified copies may use the 
following as guidelines for expected turnaround times from initial 
receipt of an order in PTO to mailing date from the Office: 
Certified Product Days to Mail 
Patent Application-As-Filed, 

Expedited (microfiche available) 

Patent Applications-As-Filed, Regular 
Patent Related File Wrapper 

Patent Copy 

Trademark Application-As-Filed, 

Expedited (microfiche available) 
Trademark Application-As-Filed, Regular 
Trademark Related File Wrapper 
Trademark Registration 
Trademark Registration, Expedited 


Delivery of any specific copy will vary based on the availability 
of microfilm products and/or file accessiblity. Customers are 
encouraged to fax orders for copies directly to Certification 
Division at (703) 308-9759 and to pay by PTO Deposit Account, 
MasterCard, or Visa to minimize processing time. Information on 
the status of pending orders may be obtained by calling (703) 
308-9726 or 1 (800) 972-6382 (outside the Washington, D.C. 
Metro area). 
November 2, 1995 WESLEY H. GEWEHR 

Administrator for 
Information Dissemination 


[1180 OG 121] 





(61) Indexing Against a Recorded Assignment 


It has been the practice of the Patent and Trademark Office 
(PTO) to process requests for indexing against a recorded docu- 
ment by adding the newly requested property to the data base 
record for the previously recorded document, except if the previ- 
ously recorded document was an assignment. The PTO only 
required a transmittal letter with the recording fee and not a copy 
of the previously recorded document to process the indexing 
request. While indexing the additional properties resulted in the 
assignment data base being updated, the indexing request itself 
was never microfilmed to become part of the official record. 
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Effective immediately, the PTO will no longer process such 
indexing requests. Such indexing requests do not comply with 37 
CFR 3.11, 3.28, and 3.31 which require that each request for 
recordation include the document to be recorded and a cover sheet. 
Instead of filing an indexing request, a party should submit a cover 
sheet in conformance with 37 CFR 3.31, a true copy of the 
document, and the recording fee. PTO will assign a new recording 
date to that submission, update the assignment data base, and 
microfilm the cover sheet and document to become part of the 
official record. 
Nov. 3, 1993 THERESA A. BRELSFORD 

Assistant Commissioner for 
Public Services and 
Administration 


{1157 OG 12] 





(62) Recordability of Foreclosures 


for Assignment Purposes 


It has been the practice of the Assignment Branch to record 
security agreements between a secured party and a debtor which 
refer specifically to a patent or a patent application and which are 
signed by the debtor. However, foreclosures by the secured party 
were not recorded because they were not signed by the debtor. 


OFFICIAL GAZETTE 
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Accordingly, before recording a foreclosure not signed by a debtor, 
the Assignment Branch required a Court order. This requirement 
forced the secured party to bring action in a court of law where 
otherwise Court action might not have been necessary. 


To facilitate recording of foreclosures not signed by a debtor and 
avoid unnecessary court proceedings, the Office will record 
foreclosures which comply with all of the following criteria: 

(1) Submission of the foreclosure document with original 
endorsement by the secured party, or a verified copy thereof; 

(2) Identification of the patent by patent number or the patent 
application by serial number, or other acceptable identifier(s) as 
specified in 37 CFR 1.331(c), in the body of the foreclosure 
document itself or any addenda incorporated by reference; 

(3) Reference to the security agreement recorded under 37 CFR 
1.331; and 

(4) Submission of a verified statement by a representative of the 
secured party stating that the patent or the patent application has 
been legally foreclosed on based upon the applicable state laws. 

A foreclosure document complying with the above criteria will 
be deemed to be a recordable instrument in accordance with 37 
CFR 1.331. 


March 14, 1988 THERESA A. BRELSFORD 


Assistant Commissioner 
for Administration 
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Treatment of Fee Deficiency Submissions 
under 37 CFR 1.28(c) in view of the 
Federal Circuit decision in DH Technology 


In early 1997, the Patent and Trademark Office (PTO) began holding the acceptance of all submissions of fee deficiencies under 37 
CFR 1.28(c) in abeyance pending a decision by the Court of Appeals for the Federal Circuit on the appeal in DH Tech. v. Synergstex 
Intn’l, 937 F. Supp. 902, 909, 40 USPA2d 1754, 1761 (N.D. Cal. 1996). See Interim Treatment of Fee Deficiency Submissions under 37 
CFR 1.28(c) in view of DH Technology, 1198 Off. Gaz. Pat. Office 27 (May 6, 1997). On September 1, 1998, the Federal Circuit rendered 
a decision, holding that 37 CFR 1.28(c) is the sole provision governing the time for correction of the erroneous payment of the issue fee 
as a small entity. See DH Tech. v. Synergstex Intern’l, 154 F.3d 1333, 1342, 47 USPQ2d 1865, 1872 (Fed. Cir. 1998). At the time of the 
Federal Circuit decision, the PTO had more than five hundred applications or patent files in which it was holding the acceptance of a 
fee deficiency under 37 CFR 1.28(c) in abeyance. 


The PTO is aware that any delay in the acceptance of a fee deficiency under 37 CFR 1.28(c) places a burden on the applicant or 
patentee. Thus, the PTO engaged in an effort to expeditiously process the acceptance of the fee deficiencies submitted in these 
applications or patents, and has issued a notice in each of these applications or patents that it accepted the fee deficiency submission under 
37 CFR 1.28. The PTO has now forwarded the pending applications to the appropriate PTO organization (e.g., Publishing Division or 
appropriate technology center) for further processing, and forwarded the patent files to Files Repository. 


All future submissions of a fee deficiency under 37 CFR 1.28(c) should also include a detailed break-down of the total amount paid. 
This would include a listing of each of the prior fee underpayments as well as the specific deficiency (based on the current fees) being 
submitted. To assist the PTO in correctly applying the fees being submitted, the submission should include the following information for 
each fee which was deficient: 1) filing date of the original fee payment; 2) the type of fee, e.g., basic filing fee, maintenance fee, extension 
fee; 3) the amount of the original fee payment; and 4) the amount of the fee deficiency. For example: 





Column A Column B 





Deficiency 
(based on current 
fee amount) 
(Col. A 

minus Col. B) 


Filing date 
of original 
paper/fee 


Amount 
originally 
paid 


Current fee 
amount as a 


Type of fee paid large entity 





03/04/96 
03/04/96 


$760 
$546 


basic filing fee 

7 independent 
claims in excess of 3 
10 total claims 

in excess of 20 

3 month extension 


$375 
$273 


$385 
$273 


03/04/96 $180 $110 $70 


05/20/97 $870 $450 


TOTAL 


$420 
$1148 





If a detailed break-down of the total amount paid is not submitted, the submitter may be notified that such a breakdown must be 
submitted before the payment can be accepted. Alternatively, the payment could be accepted (without a breakdown) but processing delays 
can be expected for the PTO staff to perform the break-down computations. 
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Inquiries with regard to this matter should be directed to the Office of Petitions Staff at (703) 305-9282. 


December 9, 1998 


STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 
Patent Policy and Projects 
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Interim Treatment of 
Fee Deficiency Submissions under 
37 C.F.R. § 1.28(c) in view of DH Technology 


Two recent district court decisions have considered the practice 
of submitting a fee deficiency under 37 C.F.R. § 1.28(c) and have 
reached conflicting conclusions. See DH Technology v. Synergstex 
International, Inc., 937 F.Supp. 902, 40 USPQ2d 1754 (N.D. Cal. 
1996); and Jewish Hospital of St. Louis v. Idexx Laboratories, 951 
F.Supp | (D. Me. 1996). 

In DH Technology, the District Court for the Northern District of 
California held that the submission of the balance of the full issue 
fee under 37 C.F.R. § 1.28(c) must also meet the requirements of 
37 CFR. § 1.317. 937 F.Supp. at 909, 40 USPQ2d at 1761. DH 
Technology is currently under appeal to the Court of Appeals for 
the Federal Circuit (Federal Circuit). 

Since a decision by the Federal Circuit in DH Technology is 
expected to resolve the conflict concerning 37 C.F.R. § 1.28(c), the 
PTO is holding the acceptance of all submissions of fee deficien- 
cies under 37 C.F.R. § 1.28(c) in abeyance pending a decision in 
DH Technology by the Federal Circuit. 

Inquiries with regard to this notice should be directed to Robert 
W. Bahr at (703) 305-9285. 
April 14, 1997 STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 

Patent Policy and Projects 
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DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
37 CFR Part 1 
RIN 0651-AB01 
Revision of Patent Fees for Fiscal Year 2001 


AGENCY: United States Patent and Trademark Office, Com- 
merce. 


ACTION: Final Rule. 


SUMMARY: The United States Patent and Trademark Office 
(USPTO) is amending the rules of practice in patent cases, Part | 
of title 37, Code of Federal Regulations, to adjust certain patent fee 
amounts to reflect fluctuations in the Consumer Price Index (CPI). 
The USPTO is also amending the description of two fees to reflect 
current business practice. 


EFFECTIVE DATE: October 1, 2000. 


FOR FURTHER INFORMATION CONTACT: Matthew Lee 
by telephone at (703) 305-8051, by fax at (703) 305-8007, or by 
e-mail at matthew.lee @uspto. gov. 


SUPPLEMENTARY INFORMATION: This final rule adjusts 
our fees in accordance with the applicable provisions of title 35, 
United States Code, as amended by the Consolidated Appropria- 
tions Act, Fiscal Year 2000 (which incorporated the Intellectual 
Property and Communications Omnibus Reform Act of 1999) 
(Public Law 106-113). 


BACKGROUND: 
Statutory Provisions 


Patent fees are authorized by 35 U.S.C. 41 and 35 U.S.C. 376. A 
fifty percent reduction in the fees paid under 35 U.S.C. 41(a) and 
(b) by independent inventors, small business concerns, and non- 
profit organizations who meet prescribed definitions is required by 
35 U.S.C. 41(h)(1). 


Subsection 41(f) of title 35, United States Code, provides that fees 
established under 35 U.S.C. 41(a) and (b) may be adjusted on 
October 1, 1992, and every year thereafter, to reflect fluctuations in 
the CPI over the previous twelve months. 


Subsection 41(d) of title 35, United States Code, authorizes the 
Director to establish fees for all other processing, services, or 
materials related to patents to recover the average cost of provid- 
ing these services or materials, except for the fees for recording a 
document affecting title, for each photocopy, for each black and 
white copy of a patent, and for library services. 


Section 376 of title 35, United States Code, authorizes the Director 
to set fees for patent applications filed under the Patent Coopera- 
tion Treaty (PCT). 


Subsection 41(g) of title 35, United States Code, provides that new 
fee amounts established by the Director under section 41 may take 
effect thirty days after notice in the Federal Register and the 
Official Gazette of the United States Patent and Trademark Office. 


Fee Adjustment Level 


The patent statutory fees established by 35 U.S.C. 41(a) and (b) 
will be adjusted on October 1, 2000, to reflect any fluctuations 
occurring during the previous twelve months in the Consumer 
Price Index for all urban consumers (CPI-U). In calculating these 
fluctuations, the Office of Management and Budget (OMB) has 
determined that the USPTO should use CPI-U data as determined 
by the Secretary of Labor. In accordance with previous fee-setting 
methodology, the USPTO uses the Administration’s projected 
CPI-U for the twelve-month period ending September 30, 2000, 
which is 2.68 percent. Based on this projection, patent statutory 
fees will be adjusted by 2.68 percent. 


Certain patent processing fees established under 35 U.S.C. 41(d), 
132(b), 376, and Public Law 103-465 (the Uruguay Round 
Agreements Act) will be adjusted to reflect fluctuations in the CPI. 


Four patent service fees that are set by statute will not be adjusted. 
The four fees that are not being adjusted are the assignment 
recording fee, printed patent copy fee, photocopy charge fee, and 
library service fee. 


The fee amounts were rounded by applying standard arithmetic 
rules so that the amounts rounded would be convenient to the user. 
Fees of $100 or more were rounded to the nearest $10. Fees 
between $2 and $99 were rounded to an even number so that any 
comparable small entity fee would be a whole number. 


General Procedures 


Any fee amount that is paid on or after the effective date of the fee 
increase will be subject to the new fees then in effect. For purposes 
of determining the amount of the fee to be paid, the date of mailing 
indicated on a proper Certificate of Mailing or Transmission, 
where authorized under 37 CFR § 1.8, will be considered to be the 
date of receipt in our office. A Certificate of Mailing or Transmis- 
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sion under § 1.8 is not proper for items which are specifically 
excluded from the provisions of § 1.8. Items for which a 
Certificate of Mailing or Transmission under 1.8 are not proper 
include, for example, for filing of Continued Prosecution Appli- 
cations (CPAs) under § 1.53(d) and other national and interna- 
tional applications for patents. See 37 CFR 1.8(a)(2). 


Under 37 CFR § 1.10(a), any correspondence delivered by the 
“Express Mail Post Office to Addressee” service of the United 
States Postal Service (USPS) is considered filed or received in our 
office on the date of deposit with the USPS. The date of deposit 
with the USPS is shown by the “date-in” on the “Express Mail” 
mailing label or other official USPS notation. 


To ensure clarity in the implementation of the new fees, a 
discussion of specific sections is set forth below. 


Discussion of Specific Rules 
37 CFR 1.16 National application filing fees. 


Section 1.16, paragraphs (a), (b), (d), and (f) through (i), are 
revised to adjust fees established therein to reflect fluctuations in 
the CPI. 


37 CFR 1.17 Patent application processing fees. 


Section 1.17, paragraphs (a)(2) through (a)(5), (b) through (e), (m), 
(r), and (s), are revised to adjust fees established therein to reflect 
fluctuations in the CPI. 


37 CFR 1.18 Patent issue fees. 


Section 1.18, paragraphs (a) through (c), are revised to adjust fees 
established therein to reflect fluctuations in the CPI. 


37 CFR 1.20 Post-issuance fees. 


Section 1.20, paragraphs (e) through (g), are revised to adjust fees 
established therein to reflect fluctuations in the CPI. 


37 CFR 1.21 Miscellaneous fees and charges. 


Section 1.21, paragraph (a)(6), is revised to amend the description 
to reflect current business practices. 


37 CFR 1.492 National stage fees. 


Section 1.492, paragraphs (a), (b), and (d), are revised to adjust 
fees established therein to reflect fluctuations in the CPI. 


Other Considerations 


This final rule contains no information collection within the 
meaning of the Paperwork Reduction Act of 1995, 44 U.S.C. 3501 
et seq. This final rule has been determined to be not significant for 
purposes of Executive Order 12866. This final rule does not 
contain policies with Federalism implications sufficient to warrant 
preparation of a Federalism Assessment under Executive Order 
13132 (August 4, 1999). 


Prior notice and opportunity for public comment for patent fee 
changes are not required by the Patent Statute or the Administra- 
tive Procedure Act. While the Patent Statute specifically requires 
that changes to patent fees shall not take effect “until at least 30 
days after notice of the fee has been published in the Federal 
Register and in the Official Gazette of the United States Patent and 


Trademark Office,” 35 U.S.C. 41(g), the statute does not require 
any additional publication of proposed fee changes. In addition, 
changes in patent fees are exempted from the notice of proposed 
rulemaking requirements of the Administrative Procedure Act 
under 5 U.S.C. 553(a)(2), as the establishment of fee amounts is a 
matter related to agency management. 


As prior notice and an opportunity for public comment are not 
required pursuant to 5 U.S.C. 553, or any other law, the analytical 
requirements of the Regulatory Flexibility Act, 5 U.S.C. 601 et 
seq., are inapplicable. 


OFFICIAL GAZETTE 
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A comparison of existing and new fee amounts is included as an 
Appendix to this final rule. 


Lists of Subjects 
37 CFR Part 1 


Administrative practice and procedure, Inventions and patents, 
Reporting and record keeping requirements, Small businesses. 


For the reasons set forth in the preamble, the USPTO is amending 
title 37 of the Code of Federal Regulations, Part 1, as set forth 
below. 

Part | - Rules of Practice in Patent Cases 


1. The authority citation for 37 CFR Part | continues to read as 
follows: 


Authority: 35 U.S.C. 2(b)(2), unless otherwise noted. 


2. Section 1.16 is amended by revising paragraphs (a), (b), (d), and 
(f) through (i) to read as follows: 


§ 1.16 National application filing fees. 


(a) Basic fee for filing each application for an original patent, 
except provisional, design, or plant applications: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) In addition to the basic filing fee in an original application, 
except provisional applications, for filing or later presentation of 
each independent claim in excess of 3: 


By a small entity (§ 1.9(f)) 
By other than a small entity 








RREKE 


(d) In addition to the basic filing fee in an original application, 
except provisional applications, if the application contains, or is 
amended to contain, a multiple dependent claim(s), per applica- 
tion: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


.-- $135.00 
$270.00 








SEEKS 


(f) Basic fee for filing each design application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


$160.00 
$320.00 








(g) Basic fee for filing each plant application, except provisional 
applications: 


By a small entity (§ 1.9(f)) .. 
By other than a small entity 


$245.00 





(h) Basic fee for filing each reissue application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 





(i) In addition to the basic filing fee in a reissue application, for 
filing or later presentation of each independent claim which is in 
excess of the number of independent claims in the original patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


KEKE 


3. Section 1.17 is amended by revising paragraphs (a)(2) through 
(a)(5), (b) through (e), (m), (r), and (s) to read as follows: 
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§ 1.17 Patent application processing fees. 
~@Prr 

(pr 

(2) For reply within second month: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


$195.00 
$390.00 


(3) For reply within third month: 


By a small entity (§ 1.9(f)) $445.00 
By other than a small entity .................ccssssesssseseeeeeees $890.00 


(4) For reply within fourth month: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


$695.00 


(5) For reply within fifth month: 


Oy WOON IG CG EDI oa ence ccs cseserevcesisorenescoseszesee $945.00 
By other than a small entity $1,890.00 


KRKAK 


(b) For filing a notice of appeal from the examiner to the Board of 
Patent Appeals and Interferences: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(c) In addition to the fee for filing a notice of appeal, for filing a 
brief in support of an appeal: 


By a small entity (§ 1.9 (f)) 
By other than a small entity 


(d) For filing a request for an oral hearing before the Board of 
Patent Appeals and Interferences in an appeal under 35 U.S.C. 
134: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(e) To request continued examination pursuant to § 1.114: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


ROK OK 


(m) For filing a petition for the revival of an unintentionally 
abandoned application or the unintentionally delayed payment of 
the issue fee under 35 U.S.C. 41(a)(7) ( 1.137(b)): 


BOF WI CIE OB EDU nincsesscinccsencerncsnstsereseseressoncesiees $620.00 
By other than a small entity $1,240.00 


KEKKK 


(r) For entry of a submission after final rejection under § 1.129(a): 


By a small entity (§ 1.9(f)) 


By other than a small entity $710.00 


(s) For each additional invention requested to be examined under 
§ 1.129(b): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


$710.00 
4. Section 1.18 is revised to read as follows: 
§ 1.18 Patent issue fees. 


(a) Issue fee for issuing each original or reissue patent, except a 
design or plant patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


$620.00 
$1,240.00 
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(b) Issue fee for issuing a design patent: 


BOO i NI MI BIE an ccsncicsnctncninissntvssscneeonntaniennine $220.00 
By other than a small entity 


(c) Issue fee for issuing a plant patent: 


oe eee ee ae $300.00 
By other than a small entity 


5. Section 1.20 is amended by revising paragraphs (e) through (g) 
to read as follows: 


§ 1.20 Post issuance fees. 


ERK 


(e) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after December 
12, 1980, in force beyond four years; the fee is due by three years 
and six months after the original grant: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(f) For maintaining an original or reissue patent, except a design or 
plant patent, based on an application filed on or after December 12, 
1980, in force beyond eight years; the fee is due by seven years 
and six months after the original grant: 


By a small entity (§ 1.9(f)) 
By other than a small entity $1,950.00 
(g) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after December 
12, 1980, in force beyond twelve years; the fee is due by eleven 
years and six months after the original grant: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


.. $1,495.00 
KEKE 


6. Section 1.21 is amended by revising paragraph (a)(6) to read as 
follows: 


§ 1.21 Miscellaneous fees and charges. 
(a) ORK 
REKE 


(6) For requesting regrading of an examination under 10.7(c): 


(i) Regrading of seven or fewer questions .................. $230.00 
(ii) Regrading of eight or more questions ................... $460.00 


KEKE 


7. Section 1.492 is amended by revising paragraphs (a), (b), and 
(d) to read as follows: 


§ 1.492 National stage fees. 


EKKKK 


(a) The basic national fee: 


(1) Where an international preliminary examination fee as set 
forth in 1.482 has been paid on the international application to the 
United States Patent and Trademark Office: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(2) Where no international preliminary examination fee as set 
forth in § 1.482 has been paid to the United States Patent and 
Trademark Office, but an international search fee as set forth in § 
1.445(a)(2) has been paid on the international application to the 
United States Patent and Trademark Office as an International 
Searching Authority: 
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By a small entity (§ 1.9(f)) $355.00 
By other than a small entity ................ssssssssescesseresees $710.00 


(3) Where no international preliminary examination fee as set 
forth in § 1.482 has been paid and no international search fee as set 
forth in § 1.445(a)(2) has been paid on the international application 
to the United States Patent and Trademark Office: 


By a small entity (§ 1.9(f)) 


By other than a small entity .... $1,000.00 


(4) Where an international preliminary examination fee as set 
forth in § 1.482 has been paid to the United States Patent and 
Trademark Office, and the international preliminary examination 
report states that the criteria of novelty, inventive step (non- 
obviousness), and industrial applicability, as defined in PCT 
Article 33 (1) to (4) have been satisfied for all the claims presented 
in the application entering the national stage (see § 1.496(b)): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(5) Where a search report on the international application has 
been prepared by the European Patent Office or the Japanese 
Patent Office: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) In addition to the basic national fee, for filing or later 
presentation of each independent claim in excess of 3: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


KEAKE 


(d) In addition to the basic national fee, if the application contains, 
or is amended to contain, a multiple dependent claim(s), per 
application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


KKK 
July 14, 2000 Q. TODD DICKINSON 
Under Secretary of Commerce for 
Intellectual Property and Director of the 
United States Patent and Trademark Office 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 1 and 2 
RIN 0651-AB01 


Revision of Patent and Trademark Fees 
for Fiscal Year 2000 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Final Rule. 


SUMMARY: The Patent and Trademark Office (PTO) is amend- 
ing the rules of practice in patent and trademark cases to adjust 
certain patent fee amounts to conform to the fee amounts set by 
law in the American Inventors Protection Act of 1999 as part of the 
conference report (H. Rep. 106-479) on H.R. 3194, Consolidated 
Appropriations Act, Fiscal Year 2000. The text of the American 
Inventors Protection Act of 1999 is contained in title IV of S. 1948, 
the Intellectual Property and Communications Omnibus Reform 
Act of 1999, which is incorporated by reference in Division B of 
the conference report. The PTO is also adjusting certain trademark 
fee amounts to recover the cost of all trademark activities as 


OFFICIAL GAZETTE 


Fesruary 20, 2001 


provided for in H.R. 3194 (S. 1948). In addition, the PTO is 
adjusting, by a corresponding amount, two patent fees that track 
the basic filing fee. 


EFFECTIVE DATES: The amendments to 37 CFR 1.16, 1.20, 
and 1.492 are effective on December 29, 1999. The amendments to 
37 CFR 1.17 and 2.6 are effective on January 10, 2000. 


FOR FURTHER INFORMATION CONTACT: Matthew Lee 
by telephone at (703) 305-8051, by e-mail at matthew.leeusp- 
to.gov, by facsimile at (703) 305-8007, or by mail marked to his 
attention and addressed to the Commissioner of Patents and 
Trademarks, Office of Finance, Crystal Park 1, Suite 802, Wash- 
ington, D.C. 20231. 


SUPPLEMENTARY INFORMATION: This final rule adjusts 
certain patent fees in accordance with the Consolidated Appropria- 
tions Act, Fiscal Year 2000 (H.R. 3194), which incorporates the 
Intellectual Property and Communications Omnibus Reform Act 
of 1999 (S. 1948), and adjusts certain trademark fees to recover 
costs. 


Background 


Section 31(a) of the Trademark Act of 1946 (15 U.S.C. 1113(a)) 
authorizes the Commissioner of Patents and Trademarks to annu- 
ally adjust the fees established for the filing and processing of 
trademark applications, for the registration of trademarks and other 
marks, and for all other services performed by the PTO related to 
trademarks and other marks, to reflect aggregate fluctuations in the 
Consumer Price Index (CPI) during the previous twelve months. 
Trademark processing fees have not been adjusted since 1993, 
when the application fee was adjusted. Other trademark fees have 
not been changed since 1982. 


As a result of increases in filings, efforts to reduce the pendency of 
trademark applications before the PTO, and to reduce the backlog 
of unexamined cases, the PTO has hired additional trademark 
examining attorneys and instituted an electronic filing system for 
trademark applications. Current trademark fee rates are insufficient 
to recover these additional costs. In addition, the PTO has 
employed activity-based cost accounting principles and systems 
on an agency-wide basis to measure the full cost of patent and 
trademark activities, including indirect costs.To fully recover the 
cost of all trademark activities, including indirect trademark 
operation costs, the PTO needs to adjust trademark fees suffi- 
ciently to recover an estimated $30 million in fiscal years 2000 and 
2001. H.R. 3194 (S. 1948) authorizes the Commissioner to make 
such an adjustment to trademark fees. 


Patent fees were adjusted in 1998 as a result of Public Law 
105-358. Public Law 105-358 set: 


(1) the basic filing fee for an original utility patent application 
(35 U.S.C. 41(a)(1)(A)) or a reissue patent application (35 U.S.C. 
41(a)(4)(A)) at $760 ($380 for a small entity); 


(2) the basic national fee for an international application in 
which the PTO was the International Searching Authority (ISA) 
but not the International Preliminary Examining Authority (IPEA) 
(35 U.S.C. 41(a)(10)) at $760 ($380 for a small entity); and 


(3) the first patent maintenance fee (35 U.S.C. 41(b)(1)) at $940 
($470 for a small entity). 


The Commissioner may also adjust fees set forth in 35 U.S.C. 
41(a) and (b) to reflect any fluctuations in the Consumer Price 
Index (CPI) during the previous twelve months. See 35 U.S.C. 
41(f). With the recent implementation of activity-based cost 
accounting principles and systems on an agency-wide basis, the 
PTO recognized that patent fee revenue has been partially offset- 
ting the indirect trademark operation costs. Since H.R. 3194 (S. 
1948) authorizes the Commissioner to adjust trademark fees to 
fully cover the costs of trademark operations, an adjustment to 
selective patent fees is necessary in fiscal year 2000 because those 
fees will no longer be needed to offset indirect trademark operation 
expenses. Thus, H.R. 3194 (S. 1948) reduces: 
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(1) the basic filing fee for an original utility patent application 
(35 U.S.C. 41(a)(1)(A)) or a reissue patent application (35 U.S.C. 
41(a)(4)(A)) to $690 ($345 for a small entity); 


(2) the basic national fee for an international application in 
which the PTO was the ISA but not the IPEA (35 U.S.C. 41(a)(10)) 
to $690 ($345 for a small entity); and 


(3) the first patent maintenance fee (35 U.S.C. 41(b)(1)) to $830 
($415 for a small entity). 


This final rule conforms the patent fees set forth in 37 CFR 1.16(a) 
and (h), 1.20(e), and 1.492(a)(2) to the fee amounts specified in 
H.R. 3194 (S. 1948). Specifically, §§ 1.16(a) and (h), and 
1.492(a)(2) are amended to correspond to the patent fees specified 
in amended 35 U.S.C. 41(a). Section 1.20(e) is amended to 
indicate the patent fee specified in amended 35 U.S.C. 41(b). This 
final rule also adjusts two patent fees that track the basic filing fee. 
Sections 1.17(r) and (s) are reduced to correspond to the basic 
filing fee provided in 35 U.S.C. 41(a)(1)(A), as amended by H.R. 
3194 (S. 1948). 


Section 1.53(d), which relates to a continued prosecution applica- 
tion (CPA), is not being revised by this final rule. However, it 
should be noted that section 1.53(d)(3) requires payment of the 
basic filing fee as set forth in 37 CFR 1.16. 


Section 41(g) of title 35, United States Code, provides that new fee 
amounts established by the Commissioner under section 41 may 
take effect 30 days after notice in the Federal Register and the 
Official Gazette of the Patent and Trademark Office. 


In addition, this final rule adjusts trademark fees set forth in 37 
CFR 2.6(a)(1), (a)(4), (a(S), (a)(13), (a)(16), and (a)(17), to 
recover costs. 


Section 31 of the Trademark Act of 1946 (15 U.S.C. 1113(a)), 
allows new trademark fee amounts to take effect 30 days after 
notice in the Federal Register and the Official Gazette of the 
Patent and Trademark Office. 


A comparison of the current fee amounts and the new fee amounts 
for fiscal year 2000 is included as an Appendix to this final rule. 


The following subsections detail the procedures for determining 
the fees owed during the transition to the new fee schedule. 


Fees owed may be affected by proper use of a Certificate of 
Mailing or Transmission under § 1.8(a)(1), or use of “Express Mail 
Post Office to Addressee” under § 1.10(a). 


Items for which a Certificate of Mailing or Transmission under § 
1.8(a)(1) is not proper include, for example, national (including a 
continued prosecution application (CPA) under § 1.53(d)) and 
international patent applications, and trademark applications. See 
37 CFR 1.8(a)(2). 


Under § 1.10(a), any correspondence delivered by the “Express 
Mail Post Office to Addressee” service of the United States Postal 
Service (USPS) is considered filed or received in the Office on the 
date of deposit with the USPS. The date of deposit with the USPS 
is shown by the “date-in” on the “Express Mail” mailing label or 
other official USPS notation. 


a. The post issuance fee for patents under 35 U.S.C. 41(b) 


Section 41(b) of title 35, United States Code, provides for 
maintenance fees. Any maintenance fee amount that is paid on or 
after the effective date of the final fee adjustment will be subject to 
the new fee. 


If a Certificate of Mailing or Transmission was used, and was 
proper under § 1.8(a)(1), the fee required is the lower of: 
(1) the fee in effect on the date the PTO receives the fee; or 


(2) the fee in effect on the date of mailing indicated on a proper 
Certificate of Mailing or Transmission under § 1.8(a)(1). 
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Under § 1.10(a), any correspondence delivered by the “Express 
Mail Post Office to Addressee” service of the USPS is considered 
filed or received in the Office on the date of deposit with the USPS. 
The date of deposit with the USPS is shown by the “date-in” on the 
“Express Mail” mailing label or other official USPS notation. 


b. The filing fee for patent applications filed under 35 U.S.C. 
111 and 37 CFR 1.53 


Section 111 of title 35, United States Code, provides for the filing 
of a patent application with the PTO. If the filing fee for an 
application filed under 35 U.S.C. 111 is received when the 
application is filed, the filing fee required is the filing fee in effect 
on the filing date assigned to the application. If the PTO receives 
the filing fee on a date later than the filing date assigned to the 
application, the filing fee required is the higher of: 


(1) the filing fee in effect on the filing date assigned to the 
application; or 


(2) the filing fee in effect on the date the PTO receives the filing 
fee. 


The filing fee includes the basic fee, excess claims fees (if any), 
and the multiple dependent claim fee (if any), for claims present on 
filing (unless the excess or multiple dependent claims are canceled 
before the filing fee is paid). Of course, if the basic filing fee is 
received on a date later than the filing date assigned to the 
application filed under 35 U.S.C. 111, a surcharge as set forth in § 
1.16(e) is also required. 


A Certificate of Mailing or Transmission under § 1.8(a)(1) cannot 
be used for national (including a continued prosecution application 
(CPA) under § 1.53(d)) and international patent applications. See 
37 CFR § 1.8(a)(2). 


Under § 1.10(a), any correspondence delivered by the “Express 
Mail Post Office to Addressee” service of the USPS is considered 
filed or received in the Office on the date of deposit with the USPS. 
The date of deposit with the USPS is shown by the “date-in” on the 
“Express Mail” mailing label or other official USPS notation. 

c. The fees for international patent applications entering the 


national stage under 35 U.S.C. 371 and 37 CFR 1.494 or 1.495 


Section 371 of title 35, United States Code, provides for the 
national stage filing of a patent application under the Patent 
Cooperation Treaty. The basic national fee for an international 
application entering the national stage is due not later than the 
expiration of 20 months from the priority date in the international 
application (or 30 months from the priority date if the United 
States was elected prior to the expiration of 19 months from the 
priority date). The amount of the basic national fee that is required 
to be paid is the basic national fee in effect on the date the full fee 
is received. 


A Certificate of Mailing or Transmission under § 1.8(a)(1) cannot 
be used for international patent applications. See 37 CFR 1.8(a)(2). 


Under § 1.10(a), any correspondence delivered by the “Express 
Mail Post Office to Addressee” service of the USPS is considered 
filed or received in the Office on the date of deposit with the USPS. 
The date of deposit with the USPS is shown by the “date-in” on the 
“Express Mail” mailing label or other official USPS notation. 


d. For filing trademark applications under 15 U.S.C. 1051 


Section 1051 of title 15, United States Code, provides for the filing 
of trademark applications. The initial filing fee required for a 
trademark application filed under 15 U.S.C. 1051 is the filing fee 
in effect on the filing date assigned to the application. 


Under § 1.6, documents are considered filed as of the date of 
receipt at the PTO, unless the documents are filed under § 1.10, 
which provides for filing by Express Mail. Under § 1.10(a), any 
correspondence delivered by the “Express Mail Post Office to 
Addressee” service of the USPS is considered filed or received in 
the Office on the date of deposit with the USPS. The date of 
deposit with the USPS is shown by the “date-in” on the “Express 
Mail” mailing label or other official USPS notation. 
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A Certificate of Mailing or Transmission under § 1.8(a)(1) cannot 
be used for filing a trademark application. See 37 CFR 1.8(a)(2). 


Under § 2.21(a)(5), a trademark applicant must submit the filing 
fee for at least one class of goods or services before the application 
can be given a filing date. If the trademark application is 
accompanied by the fee for at least a single class of goods or 
services, but does not include fees sufficient to cover all the classes 
in the application, the application will be given a filing date, and 
the applicant will be required to submit the fees for the additional 
class(es) during examination. If the applicant submits fee(s) for 
additional class(es) after the application filing date, the fee(s) in 
effect on the date the fee(s) for the additional class(es) is received 
at the PTO will apply. The applicant may use a Certificate of 
Mailing or Transmission under § 1.8(a)(1) to file the additional 
fee(s). 


e. For all other trademark process fees affected by this notice. 


For trademark process fees other than the initial fee for filing a 
trademark application, the applicant may use a Certificate of 
Mailing or Transmission under § 1.8(a)(1). If a Certificate of 
Mailing or Transmission is used to mail or transmit the fee, and the 
Certificate meets the requirements of 1§ .8(a)(1), the fee in effect 
on the date indicated on the Certificate of Mailing or Transmission 
will apply. 


Owners of registered trademarks should note that failure to timely 
submit the required fee for an affidavit of continued use or 
excusable nonuse under 15 U.S.C. 1058, or a renewal application 
under 15 U.S.C. 1059, may also result in a deficiency surcharge 
under 15 U.S.C. 1058(c)(2) or 15 U.S.C. 1059(a). See 2.164 and 
2.185. 


Other Considerations 


This final rule contains no information collection within the 
meaning of the Paperwork Reduction Act of 1995, 44 U.S.C. 3501 
et seq. This final rule has been determined to be not significant for 
purposes of Executive Order 12866. 


This final rule adjusts certain patent fees and trademark fees 
indicated in Parts | and 2 of title 37, Code of Federal Regulations, 
to the fee amounts set by law or provided for by law. Therefore, 
prior notice and an opportunity for public comment are not 
required pursuant to 5 U.S.C. 553(a)(2) (or any other law). As 
prior notice and an opportunity for public comment are not 
required pursuant to 5 U.S.C. 553, or any other law, the analytical 
requirements of the Regulatory Flexibility Act, 5 U.S.C. 601 et 
seq., are inapplicable. 


Lists of Subjects 
37 CFR Part | 


Administrative practice and procedure, Inventions and patents, 
Reporting and record keeping requirements, Small businesses. 


Part 1 - Rules of Practice in Patent Cases 


1. The authority citation for 37 CFR Part | continues to read as 
follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.16 is amended by revising paragraphs (a) and (h), to 
read as follows: 


§ 1.16 National application filing fees. 


(a) Basic fee for filing each application for an original patent, 
except provisional, design or plant applications: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


.- $345.00 
$690.00 


KRKKK 
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(h) Basic fee for filing each reissue application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


$345.00 


RRA 


3. Section 1.17 is amended by revising paragraphs (r) and (s), to 
read as follows: 


§ 1.17 Patent application processing fees. 


KEKE 


(r) For entry of a submission after final rejection under § 1.129(a): 


By a small entity (§ 1.9(f)) $345.00 


By other than a small entity 


(s) For each additional invention requested to be examined under 
§ 1.129(b): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


4. Section 1.20 is amended by revising paragraph (e) to read as 
follows: ‘ 


§ 1.20 Post issuance fees. 

EK KE 

(e) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after December 


12, 1980, in force beyond four years; the fee is due by three years 
and six months after the original grant: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


$415.00 


HRA 


5. Section 1.492 is amended by revising paragraph (a)(2) to read as 
follows: 


§ 1.492 National stage fees. 


KRKAK 


(a) *** 


RRA 


(2) Where no international preliminary examination fee as set forth 
in § 1.482 has been paid to the United States Patent and Trademark 
Office, but an international search fee as set forth in § 1.445(a)(2) 
has been paid on the international application to the United States 
Patent and Trademark Office as an International Searching Author- 
ity: 


Mey ah Me Ceti BDO) asses scossscsceciseinsvnsesesensesions $345.00 
By other than a small entity 


KEKE 
Part 2 - Rules of Practice in Trademark Cases 


1. The authority citation for 37 CFR Part 2 continues to read as 
follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 2. 
Section 2.6 is amended by revising paragraphs (a)(1), (a)(4), 
(a)(5), (a)(13), (a)(16), and (a)(17), to read as follows: 

§ 2.6 Trademark fees. 

KK KKK 

(a) Caoaed 


(1) For filing an application, per class $325.00 








N 


t), 


00 
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OK RK 


(4) For filing a request under section 1(d)(2) of the Act for a 
six-month extension of time for filing a statement of use under 


section 1(d)(1) of the Act, per ClaSS 00... ccsseeseeeeeeeeeeees $150.00 

(5) For filing an application for renewal of a registration, per 
WEI Scvtsnvessersectnsasnscinnsscnssecagetestamnceresertaein aasonst areata $400.00 
HHKKK 


(13) For filing an affidavit under § 15 of the Act, per class .... 
$200.00 


KKK 
(16) For filing a petition to cancel, per class .............. $300.00 
(17) For filing a notice of opposition, per class ......... $300.00 
KEKE 


November 30, 1999 Q. TODD DICKINSON 


Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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(67) Patent and Trademark Fees 


for Fiscal Year 2000 


The Commissioner of Patents and Trademarks is authorized by 
35 U.C. 41(f) and 15 U.C. 1113(a) to adjust ecertain fees annually 
to reflect fluctuations in the Consumer Price Index (CPI). There 
will be no adjustment to patent or trademark fees to reflect 
fluctuations in the CPI for fiscal year 2000. However, the Patent 
and Trademark Office (PTO) is considering legislative changes to 
adjust several patent and trademark fees, which could become 
effective in fiscal year 2000, to reflect changes in costs among 
business line activities, products and services. In addition, the 
Advance Notice of Proposed Rulemaking entitled “Changes to 
Implement the Patent Business Goals” that was published in the 
Federal Register at 63 Fed. Reg. 53530 (October 5, 1999) and in 
the Official Gazette of the Patent and Trademark Office at 1215 OG 
87 (October 27, 1998) would establish several new fees if it 
became a final rule. Future rule notices may also have an impact on 
patent and trademark fees. 

Patent and trademark customers may wish to refer to the official 
PTO Web site (www.uspto.gov) for the most current fee amounts. 
Official notices of any fee changes will appear in the Federal 
Register and the Official Gazette of the Patent and Trademark 
Office. 

Questions or comments concerning this notice should be for- 
warded to Matthew Lee by telephone at (703) 305-8051, or by fax 
at (703) 305-8007. 


August 20, 1999 Q. TODD DICKINSON 


Acting Assistant Secretary of Commerce 


and Acting Commissioner of 


Patents and Trademarks 


[1226 OG 44] 





(68) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 


37 CFR Part 1 
RIN 0651-AA96 


Revision of Patent Fees 
for Fiscal Year 1999 


AGENCY: Patent and Trademark Office, Commerce. 


ACTION: Final Rule. 
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SUMMARY: The Patent and Trademark Office (PTO) is amend- 
ing the rules of practice in patent cases to reduce patent “statutory” 
fee amounts to conform to the fee amounts set by law in the United 
States Patent and Trademark Office Reauthorization Act, Fiscal 
Year 1999 (Public Law 105-358). The PTO is reducing, by a 
corresponding amount, a few fees that track the statutory fees. The 
PTO is also reducing a non-statutory fee to reflect current business 
practice. This final rule supersedes the final rule that was published 
on July 24, 1998, and corrected on September 3, 1998. 


EFFECTIVE DATE: The effective date for the amendments to 
the fee amounts in 37 CFR 1.16, 1.17(a) through (d), (1), and (m), 
1.18, 1.20, and 1.492 is the date of enactment of Public Law 
105-358 (November 10, 1998). The effective date for the amend- 
ments to the fee amounts in 37 CFR 1.17(r) and (s), and 
1.21(a)(6)(ii) is December 8, 1998. 


FOR FURTHER INFORMATION CONTACT: Matthew Lee 
by telephone at (703) 305-8051, by facsimile at (703) 305-8007, or 
by e-mail at matthew.leeuspto.gov. 


SUPPLEMENTARY INFORMATION: This final rule adjusts 
PTO fees in accordance with the United States Patent and 
Trademark Office Reauthorization Act, Fiscal Year 1999 (Public 
Law 105-358). 


Background 


Patent fees are authorized by 35 U.S.C. 41 and 35 U.S.C. 376. The 
fees established under 35 U.S.C. 41(a) and (b) are referred to as the 
“statutory” fees. Subsection 41(f) of title 35, United States Code, 
provides that fees established under 35 U.S.C. 41(a) and (b) may 
be adjusted on an annual basis to reflect fluctuations in the 
Consumer Price Index (CPI). Section 10101 of the Omnibus 
Budget Reconciliation Act of 1990 (amended by section 8001 of 
Public Law 103-66) provided that there would be a surcharge on 
all fees established under 35 U.S.C. 41(a) and (b). This surcharge 
provision was scheduled to expire on October |, 1998. 


Against this background, the PTO published a final rule in the 
Federal Register of July 24, 1998, that revised patent fees for fiscal 
year 1999 (63 FR 39731). See also 63 FR 46891 (September 3, 
1998) (correcting one of the fee amounts specified in the July 24, 
1998 final rule). The final rule had an effective date of October 1, 
1998. The notice provided that if superseding legislation were 
passed, the PTO would publish a document in the Federal Register 
to ensure that the fees established under the final rule would not 
take effect. 


Superseding legislation was passed. First, a series of continuing 
resolution appropriations bills were enacted that maintained PTO 
fee amounts at fiscal year 1998 rates from October 1, 1998, 
through October 21, 1998. See H.J. Res. 128, P.L. 105-240; HJ. 
Res. 133, P.L. 105-249; H.J. Res. 134, P.L. 105-254; H.J. Res. 135, 
P.L. 105-257; H.J. Res. 136, P.L. 105-260; and H.J. Res. 137, P.L. 
105-273. In response, the PTO published a final rule in the Federal 
Register of October 1, 1998, which delayed the effective date of 
the July 24, 1998 final rule (63 FR 46891). 


Second, the Omnibus Consolidated and Emergency Supplemental 
Appropriations Act, 1999 (P.L. 105-277) was signed by the 
President on October 21, 1998. It maintained patent fees at their 
September 30, 1998 (fiscal year 1998) rates through either enact- 
ment of a reauthorization statute, or if no such statute, then June 
15, 1999. Thus, it also superseded the PTO’s July 24, 1998 final 
rule. 


Finally, the United States Patent and Trademark Office Reautho- 
rization Act, Fiscal Year 1999 (Public Law 105-358) was signed by 
the President on November 10, 1998. Public Law 105-358 amends 
35 U.S.C. 41(a) and (b) and, thus, statutorily resets 35 U.S.C. 41(a) 
and (b) fees. That is, the fees established under 35 U.S.C. 41(a) 
and (b)--which in previous years had been determined using a base 
amount, a surcharge amount, and cumulative CPI adjustments--are 
for the balance of fiscal year 1999 set at the amounts specified in 
Public Law 105-358. (In future years, these fees may be adjusted 
to reflect fluctuations in the CPI.) 
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This final rule conforms the patent fees set forth in 37 CFR 1.16, 
1.17(a) through (d), (1), and (m), 1.18, 1.20, and 1.492 to the fee 
amounts specified in Public Law 105-358. Specifically, it amends 
the following sections to correspond to the patent fees specified in 
amended 35 U.S.C. 41(a): 


1.16 (paragraphs (a) through (d), and (f) through (j)), 
1.17 (paragraphs (a) through (d), (1) and (m)), 

1.18 (paragraphs (a) through (c)), and 

1.492 (paragraphs (a) through (d)). 


Section 1.20 (paragraphs (d) through (g)) is amended to indicate 
the patent fees specified in amended 35 U.S.C. 41(b). 


This final rule also adjusts two fees that track statutory fees, and 
one non-statutory fee. Section 1.17, paragraphs (r) and (s), is 
reduced to correspond to the fee provided in 35 U.S.C. 
4l(a)(1)(A), as amended by Public Law 105-358. Section 
1.21(a)(6)(ii) is being reduced to reflect current business practice. 
The adjustment to section 1.21(a)(6)(ii) was announced in the July 
24, 1998 final rule. 


Public Law 105-358 supersedes Public Law 105-277. The present 
notice therefore supersedes any and all prior notices or corrections 
revising patent fees for fiscal year 1999. 


A comparison of the September 30, 1998 fee amounts (i.¢., the 
fiscal year 1998 fee amounts) and the new fee amounts for fiscal 
year 1999 is included as an Appendix to this final rule. 


Procedures for determining the fee owed during the transition to 
the new fee schedule. With two exceptions, any fee amount that is 
paid on or after the effective date of the final fee adjustment would 
be subject to the new fees then in effect. As will be further 
explained below, the two exceptions are the filing fee required for 
a patent application filed under 35 U.S.C. 111 and the national fee 
for an application entering the national stage under 35 U.S.C. 371. 


If a Certificate of Mailing or Transmission was used, and was 
proper under 1.8(a)(1), the fee required is the lower of: 


(1) the fee in effect on the date the PTO receives the fee; or 


(2) the fee in effect on the date of mailing indicated on a proper 
Certificate of Mailing or Transmission under 1.8(a)(1). 


Items for which a Certificate of Mailing or Transmission under § 
1.8(a)(1) is not proper include, for example, Continued Prosecu- 
tion Applications (CPAs) under § 1.53(d) and other national and 
international applications for patents. See 37 CFR 1.8(a)(2). 


Under § 1.10(a), any correspondence delivered by the “Express 
Mail Post Office to Addressee” service of the United States Postal 
Service (USPS) is considered filed or received in the Office on the 
date of deposit with the USPS. The date of deposit with the USPS 
is shown by the “date-in” on the “Express Mail” mailing label or 
other official USPS notation. 


a. The filing fee for applications filed under 35 U.S.C. 111 and 37 
CFR 1.53 35 U.S.C. 111 provides for the filing of a patent 
application with the PTO. If the filing fee for an application filed 
under 35 U.S.C. 111 is received when the application is filed, the 
filing fee required is the filing fee in effect on the filing date 
assigned the application. If the PTO receives the filing fee on a 
date later than the filing date assigned the application, the filing fee 
required is the higher of: 


(1) the filing fee in effect on the filing date assigned the 
application; or 

(2) the filing fee in effect on the date the PTO receives the filing 
fee. 


The filing fee includes the basic fee, excess claims fees (if any), 
and the multiple dependent claim fee (if any), for claims present on 
filing (unless the excess or multiple dependent claims are canceled 
before the filing fee is paid). Of course, if the basic filing fee is 
received on a date later than the filing date assigned the application 
filed under 35 U.S.C. 111, a surcharge as set forth in §1.16(e) is 
also required. 
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b. The fees for international applications entering the national 
stage under 35 U.S.C. 371 and 37 CFR 1.494 or 1.495 


35 U.S.C. 371 provides for the national stage filing of a patent 
application under the Patent Cooperation Treaty. The basic na- 
tional fee for an international application entering the national 
stage is due not later than the expiration of 20 months from the 
priority date in the international application (or 30 months from 
the priority date if the United States was elected prior to the 
expiration of 19 months from the priority date). The amount of the 
basic national fee that is required to be paid is the basic national 
fee in effect on the date the full fee is received 


The excess claim fees or the multiple dependent claim fee is the 
higher of: 


(1) the excess claims fees and the multiple dependent claim fee 
in effect on the date the PTO receives the basic national fee; or 

(2) the excess claims fees and the multiple dependent claim fee 
in effect on the date the PTO receives (any of) these fees. 


In this respect, the practice for determining the fees due for excess 
claims and any multiple dependent claim when entering into the 
national stage is analogous to the practice for applications filed 
under 35 U.S.C. 111. 


Fees for claims which are added after entry into the national stage 
are determined by the fees in effect (for excess claims and multiple 
dependent claim) on the date the PTO receives the fee(s). 


Other Considerations 


This final rule contains no information collection within the 
meaning of the Paperwork Reduction Act of 1995, 44 U.S.C. 3501 
et seq. This final rule has been determined to be significant for 
purposes of Executive Order 12866. 


This final rule conforms the patent fees indicated in Part | of title 
37, Code of Federal Regulations, to the patent fee amounts set by 
law. Therefore, prior notice and an opportunity for public comment 
are not required pursuant to 5 U.S.C. 553 (or any other law), and 
30-day prior publication in the Federal Register and the Official 
Gazette of the Patent and Trademark Office is not required 
pursuant to 35 U.S.C. 41(f). As prior notice and an opportunity for 


other law, the analytical requirements of the Regulatory Flexibility 
Act, 5 U.S.C. 601 et seq., are inapplicable 


Lists of Subjects 
37 CFR Part 1 


Administrative practice and procedure, Inventions and patents, 
Reporting and record keeping requirements, Small businesses. 


Part | - Rules of Practice in Patent Cases 


1. The authority citation for 37 CFR Part | continues to read as 
follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.16 is amended by revising paragraphs (a) through (d), 
and (f) through (j), to read as follows: 


§ 1.16 National application filing fees. 


(a) Basic fee for filing each application for an original patent, 
except provisional, design or plant applications: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


.. $380.00 
$760.00 


(b) In addition to the basic filing fee in an original application, 
except provisional applications, for filing or later presentation of 
each independent claim in excess of 3: 


By a small entity (§ 1.9(f)) 
By other than a small entity 
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(c) In addition to the basic filing fee in an original application, 
except provisional applications, for filing or later presentation of 
each claim in excess of 20 (Note that § 1.75(c) indicates how 
multiple dependent claims are considered for fee purposes.): 


er A UNO MINN OD I oo ctisnsccincckncasascesunsaseromesnnsience $9.00 
By other than a small entity $18.00 


(d) In addition to the basic filing fee in an original application, 
except provisional applications, if the application contains, or is 
amended to contain, a multiple dependent claim(s), per applica- 
tion: 


oy eh cee cay CS UI on ncn $130.00 
By other than a simalll Cmtity.............:ccsccossscsosceseossrssceonee $260.00 


KKK KK 
(f) Basic fee for filing each design application: 


By a small entity (§ 1.9(f)) 
By other than a small entity $310.00 
(g) Basic fee for filing each plant application, except provisional 
applications: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


$240.00 
$480.00 


(h) Basic fee for filing each reissue application: 


By a small entity (§ 1.9(f))...... .... $380.00 


By other than a small entity 


(i) In addition to the basic filing fee in a reissue application, for 
filing or later presentation of each independent claim which is in 
excess of the number of independent claims in the original patent: 


By a small entity (§ 1.9(f)) 

By other than a small entity 
(j) In addition to the basic filing fee in a reissue application, for 
filing or later presentation of each claim (whether independent or 
dependent) in excess of 20 and also in excess of the number of 
claims in the original patent (Note that § 1.75(c) indicates how 
multiple dependent claims are considered for fee purposes.): 


By a small entity (§ 1.9(f)) 


By other than a small entity $18.00 


KK 


3. Section 1.17 is amended by revising paragraphs (a)(1) through 
(5), (b) through (d), (1), (m), (r), and (s), to read as follows: 


§ 1.17 Patent application processing fees. 
(a)*** 
(1) For reply within first month: 


By a small entity (§ 1.9(f)) 
By other than a small entity... eeeeeceeseeeeeeeees $110.00 


(2) For reply within second month: 


I I EG OI ics ensevcscapsadecsesocrsiensvssciaies $190.00 
By other than a small entity $380.00 


(3) For reply within third month: 


.... $435.00 
$870.00 


By a small entity (§ 1.9(f))... 
By other than a small entity 


(4) For reply within fourth month: 


By a small entity (§ 1.9(f)) $680.00 
By other than a small entity......................:cccscseseseeees $1,360.00 
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(5) For reply within fifth month: 


By a small entity (§ 1.9(f)) $925.00 
By other than a small entity... ceseeseseeeeeeees $1,850.00 


(b) For filing a notice of appeal from the examiner to the Board of 
Patent Appeals and Interferences: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


$150.00 
$300.00 


(c) In addition to the fee for filing a notice of appeal, for filing a 
brief in support of an appeal: 


By a small entity (§ 1.9 (f)) $150.00 
By: MME SER Bh SUNNY CIE ice cnscescccscisusessunocersevnscons $300.00 


(d) For filing a request for an oral hearing before the Board of 
Patent Appeals and Interferences in an appeal under 35 U.S.C. 
134: 


By a small entity ( 1.9(f)) $130.00 
By other than a small entity....................ccccccscsceesreee . $260.00 


KKK 
(1) For filing a petition: 


(1) For the revival of an unavoidably abandoned application under 
35 U.S.C. 111, 133, 364, or 371, or 


(2) For delayed payment of the issue fee under 35 U.S.C. 151 
(§ 1.137(a)): 


By a small entity (§ 1.9(f)) 
By other than a small entity $110.00 
(m) For filing a petition: 


(1) For revival of an unintentionally abandoned application, or 


(2) For the unintentionally delayed payment of the fee for issuing 
a patent ( 1.137(b)): 


By a small entity (§ 1.9(f)).... 


By other than a small entity $1,210.00 


KKKKK 
(r) For entry of a submission after final rejection under 1.129(a): 


By a small entity (§ 1.9(f)) $380.00 
By other than a small entity...................sccssessssseeseeeneees $760.00 


(s) For each additional invention requested to be examined under 
§ 1.129(b): 


By a small entity (§ 1.9(f)) $380.00 
By Cllber Chie & Small CHIR .......a..cssecscsesessccosssncesezccenss $760.00 


4. Section 1.18 is revised to read as follows: 
§ 1.18 Patent issue fees. 


(a) Issue fee for issuing each original or reissue patent, except a 
design or plant patent: 


a I NC BI insicsissicsccenccs cccrserriesnasnens $605.00 
By other than a small entity......................:sscsscsseeseees $1,210.00 


(b) Issue fee for issuing a design patent: 


By a small entity (§ 1.9(f)) $215.00 
By Other them a sanall: Catity............:.sicccsessersesesserscseescese $430.00 


(c) Issue fee for issuing a plant patent: 


By So OUI UR CG FID onc cn sce cscsecsesecavessssorccevnnsess $290.00 
By other than a small entity $580.00 
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5. Section 1.20 is amended by revising paragraphs (d) through (g) 
to read as follows: 
§ 1.20 Post issuance fees. 
KEKE 
(d) For filing each statutory disclaimer (§ 1.321): 
By Be WR ae I assists cnsesecsssasivsnsocincoste $55.00 
By other than a small entity $110.00 


(e) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after December 
12, 1980, in force beyond four years; the fee is due by three years 
and six months after the original grant: 


$470.00 
$940.00 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(f) For maintaining an original or reissue patent, except a design or 
plant patent, based on an application filed on or after December 12, 
1980, in force beyond eight years; the fee is due by seven years 
and six months after the original grant: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


$950.00 
$1,900.00 


(g) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after December 
12, 1980, in force beyond twelve years; the fee is due by eleven 
years and six months after the original grant: 


By a small entity (§ 1.9(f)) $1,455.00 
By other than a small entity..................:cccscsseeeesseeees $2,910.00 


KEKE 


6. Section 1.21 is amended by revising paragraph (a)(6)(ii) to read 
as follows: 


§ 1.21 Miscellaneous fees and charges. 
eer 
— 
oe 


(ii) Regrading of afternoon section (Claim Drafting)...... $230.00 


hk ok 


7. Section 1.492 is amended by revising paragraphs (a) through 
(d), to read as follows: 


§ 1.492 National stage fees 

KRKREK 

(a) The basic national fee: 

(1) Where an international preliminary examination fee as set forth 


in 1.482 has been paid on the international application to the 
United States Patent and Trademark Office: 


By a small entity (§ 1.9(f)) .............:ccccesccsseseeeeeeeeceseeees $335.00 
By other than a small entity $670.00 
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(2) Where no international preliminary examination fee as set forth 
in § 1.482 has been paid to the United States Patent and Trademark 
Office, but an international search fee as set forth in § 1.445(a)(2) 
has been paid on the international application to the United States 
Patent and Trademark Office as an International Searching Author- 
ity: 


By a small entity (§ 1.9(f)) $380.00 
By other than a small entity ................:.scssessessseeeseeseees $760.00 


(3) Where no international preliminary examination fee as set forth 
in § 1.482 has been paid and no international search fee as set forth 
in § 1.445(a)(2) has been paid on the international application to 
the United States Patent and Trademark Office: 


By SR CI GEE sinicesssescssssicciccsovivconsenessinesics $485.00 
By other than a small entity $970.00 


(4) Where an international preliminary examination fee as set forth 
in § 1.482 has been paid to the United States Patent and Trademark 
Office and the international preliminary examination report states 
that the criteria of novelty, inventive step (non-obviousness), and 
industrial applicability, as defined in PCT Article 33 (1) to (4) have 
been satisfied for all the claims presented in the application 
entering the national stage (see § 1.496(b)): 


$48.00 
$96.00 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(5) Where a search report on the international application has been 
prepared by the European Patent Office or the Japanese Patent 
Office: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


. $420.00 
sents scicaeeaeeis $840.00 


(b) In addition to the basic national fee, for filing or later 
presentation of each independent claim in excess of 3: 


Be eS IS FO ES oni cciscs cet sccesenscsemnsnessnssransonss $39.00 
By other than a small entity 


(c) In addition to the basic national fee, for filing or later 
presentation of each claim (whether independent or dependent) in 
excess of 20 (Note that § 1.75(c) indicates how multiple dependent 
claims are considered for fee calculation purposes. ): 


Br Se OI I CO BI os ececcnssccccosncessncssposcvoemnsinsnbinee $9.00 

By other than a small entity $18.00 
(d) In addition to the basic national fee, if the application contains, 
or is amended to contain, a multiple dependent claim(s), per 
application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


$130.00 
$260.00 


eK 

December 2, 1998 Q. TODD DICKINSON 
Deputy Commissioner of 
Patents and Trademarks 
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NOTE - The following appendix is provided as a courtesy to the public, but is not a substitute for the rules. 
It will not appear in the Code of Federal Regulations. 


Appendix A - Comparison of Prior and New Reduced Fee Amounts 
- Indicates fees remain at FY 1998 amount 





37 CFR FY FY 
Sec. DESCRIPTION 1998 1999 





.16(a) Basic Filing Fee $790 $760 
.16(a) Basic Filing Fee $395 $380 
(Small Entity) 
.16(b) Independent Claims $82 $78 
-16(b) Independent Claims $41 $39 
(Small Entity) 
.16(c) Claims in Excess of 20 $22 $18 
.16(c) Claims in Excess of 20 $11 $9 
(Small Entity) 
-16(d) Multiple Dependent Claims $270 $260 
.16(d) Multiple Dependent Claims $135 $130 
(Small Entity) 
.16(e) Surcharge - Late Filing Fee $130 
.16(e) Surcharge - Late Filing Fee $65 
(Small Entity) 
.16(f) Design Filing Fee $330 
-16(f) Design Filing Fee $165 
(Small Entity) 
.16(g) Plant Filing Fee $540 
.16(g) Plant Filing Fee $270 
(Small Entity) 
.16(h) Reissue Filing Fee $790 
-16(h) Reissue Filing Fee $395 
(Small Entity) 
-16(i) Reissue Independent Claims $82 
.16(i) Reissue Independent Claims $41 
(Small Entity) 
.16(j) Reissue Claims in Excess 
of 20 
-16(j) Reissue Claims in Excess 
of 20 (Small Entity) 
.16(k) Provisional Application 
Filing Fee 
-16(k) Provisional Application 
Filing Fee (Small Entity) 
.16(1) Surcharge - Incomplete 
Provisional App. Filed 
.16(1) Surcharge - Incomplete 
Provisional App. Filed 
(Small Entity) 
17(a)(1) Extension - First Month 
17(a)() Extension - First Month 
(Small Entity) 
.17(a)(2) Extension - Second Month $380 
-17(a)(2) Extension - Second Month $190 
(Small Entity) 
-17(a)(3) Extension - Third Month $870 
-17(a)(3) Extension - Third Month $435 
(Small Entity) 
-17(a)(4) Extension - Fourth Month $1,360 
.17(a)(4) Extension - Fourth Month $680 
(Small Entity) 
-17(a)(5) Extension - Fifth Month $1,850 
-17(a)(5) Extension - Fifth Month $925 
(Small Entity) 
-17(b) Notice of Appeal $300 
-17(b) Notice of Appeal $150 
-17(c) Filing a Brief $300 
.17(c) Filing a Brief (Small Entity) $150 
.17(d) Request for Oral Hearing $260 
.17(d) Request for Oral Hearing $130 
(Small Entity) 
.17(h) Petition - Not All Inventors 
.17(h) Petition - Correction of 
Inventorship 
-17(h) Petition - Decision on 
Questions 
-17(h) Petition - Suspend Rules 
-17(h) Petition - Expedited License 
-17(h) Petition - Scope of License 
.17(h) Petition - Retroactive 
License 





1243 TMOG 144 
(68) 


OFFICIAL GAZETTE Fesruary 20, 2001 





37 CFR 
Sec. 


DESCRIPTION 





1.17(h) 
.17(h) 


.17(h) 
-17(h) 


-17(h) 
.20(b) 
-17(h) 
-17(i) 
-17(i) 
-17(i) 


.17(i) 
.17(i) 


17(i) 
17(i) 
174i) 
17(i) 
17(i) 
17) 
17(i) 
17(i) 
174) 


-17(k) 
-17(1) 


-17(1) 


-17(m) 
.17(m) 


.17(n) 


-17(0) 
-17(p) 


-17(q) 
.17(q) 


17(q) 


.17(r) 


17(r) 


.17(s) 
.17(s) 
.18(a) 
.18(a) 
.18(b) 
.18(b) 


.18(c) 


Petition - Refusing 
Maintenance Fee 

Petition - Refusing 
Maintenance Fee - Expired Patent 
Petition - Interference 
Petition - Reconsider 
Interference 

Petition - Late Filing of 
Interference 

Petition - Correction of 
Inventorship 

Petition - Refusal to 
Publish SIR 

Petition - For Assignment 
Petition - For Application 
Petition - Late Priority 
Papers 

Petition - Suspend Action 
Petition - Divisional 
Reissues to Issue Separately 
Petition - For Interference 
Agreement 

Petition - Amendment 
After Issue 

Petition - Withdrawal 

After Issue 

Petition - Defer Issue 
Petition - Issue to Assignee 
Petition - Accord a Filing 
Date Under 1.53 

Petition - Accord a Filing 
Date Under 1.62 

Petition - Make Application 
Special 

Petition - Public Use 
Proceeding 

Non-English Specification 
Petition - Revive Abandoned 
Appl. 

Petition - Revive Abandoned 
Appl. (Small Entity) 
Petition - Revive Appl. 
Petition - Revive Unintent 
Abandoned Appl. (Small Entity) 
SIR - Prior to Examiner’s 
Action 

SIR - After Examiner’s Action 
Submission of an Information Disclosure 
Statement (§ 1.97) 

Petition - Correction of 
Inventorship (Prov. App.) 
Petition - Accord a filing 
date (Prov. App.) 

Petition - Entry of 
submission after final 
rejection (Prov. App.) 
Filing a submission after 
final rejection (§ 1.129(a)) 
Filing a submission after 
final rejection § 1.129(a)) 
(Small Entity) 

Per add’! invention to be 
examined (§ 1.129(b)) 

Per add’! invention to be 
examined (§ 1.129(b)) 
(Small Entity) 

Issue Fee 

Issue Fee (Small Entity) 
Design Issue Fee 

Design Issue Fee 

(Smal! Entity) 

Plant Issue Fee 
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37 CFR FY 
Sec. DESCRIPTION 1999 





1.17(h) Petition - Refusing 
Maintenance Fee 
.18(c) Plant Issue Fee 
(Small Entity) 
-19(a)(1)(i) Copy of Patent 
-19(a)(1)(i1) Patent Copy - Overnight 
delivery to PTO Box or 
overnight fax 
-19(a)(1 (iii) Patent Copy Ordered by 
Expedited Mail or Fax - 
Exp. service 
.19(a)(2) Plant Patent Copy 
.19(a)(3)(i) Copy of Utility Patent or 
SIR in Color 
-19(b)(1 (i) Certified Copy of Patent 
Application as Filed 
-19(b)(1 (ii) Certified Copy of Patent 
Application as Filed, 
Expedited 
.19(b)(2) Cert or Uncert Copy of 
Patent-Related File 
Wrapper/Contents 
.19(b)(3) Cert. or Uncert. Copies of 
Office Records, per 
Document 
-19(b)(4) For Assignment Records, 
Abstract of Title and 
Certification 
.19(c) Library Service 
.19(d) List of Patents in Subclass 
.19(e) Uncertified Statement-Status 
of Maintenance Fee 
Payment 
.19(f) Copy of Non-U.S. Patent 
Document 
.19(g) Comparing and Certifying 
Copies, Per Document, 
Per Copy 
1.19(h) Duplicate or Corrected 
Filing Receipt 
1.20(a) Certificate of Correction 
1.20(c) Reexamination 
1.20(d) Statutory Disclaimer 
1.20(d) Statutory Disclaimer 
(Small Entity) 
1.20(e) Maintenance Fee - 3.5 
Years 
1.20(e) Maintenance Fee - 3.5 
Years (Small Entity) 
.20(f) Maintenance Fee - 7.5 
Years 
.20(f) Maintenance Fee - 7.5 
Years (Small Entity) 
.20(g) Maintenance Fee - 11.5 
Years 
.20(g) Maintenance Fee - 11.5 
Years (Small Entity) 
.20(h) Surcharge - Maintenance 
Fee -6 Months 
.20(h) Surcharge - Maintenance 
Fee - 6 Months (Small 
Entity) 
.20(1)(1) Surcharge - Maintenance 
After Expiration - 
Unavoidable 
-20(1)(2) Surcharge - Maintenance 
After Expiration - 
Unintentional 
.20(j)(1) Extension of Term of 
Patent Under § 1.740 
.20(j)(2) Initial Application for 
Interim Extension Under § 
1.790 
.20(j)(3) Subsequent Application for 
Interim Extension Under § 
1.790 
1.21(a)(1)G) Application Fee 
(non-refundable) 
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Fee 
Code 


37 CFR 
Sec. 


DESCRIPTION 





619 


1.21(a)(1)(ii) 
1.21(a)(2) 
1.21(a)(3) 
1.21(a)(4) 


1.21(a)(4) 


.21(a)(5) 


.21(a)(6)(i) 


.21(a)(6)(ii) 


.21(b)(1) 
1.21(b)(2) 


1.21(b)(3) 
1.21(c) 
1.21(d) 
1.21(e) 
1.21(g) 
1.21(h) 
1.21(i) 
1.21(j) 


1.21(k) 
1.21(k) 


1.21(1) 


1.21(m) 
1.21(n) 


1.21(0) 
1.24 


1.296 


1.445(a)(1) 
1.445(a)(2)(i) 


1.445(a)(2)(ii) 
1.445(a)(3) 
1.482(a)(1)(i) 
1.482(a)(1)(ii) 
1.482(a)(2)(i) 
1.482(a)(2)(ii) 
1.492(a)(1) 
1.492(a)(1) 


1.492(a)(2) 
1.492(a)(2) 


1.492(a)(3) 
1.492(a)(3) 


1.492(a)(4) 
1.492(a)(4) 


1.492(a)(5) 


1.492(a)(5) 


1.492(b) 
1.492(b) 


1.492(c) 


Registration examination 
fee 

Registration to Practice 
Reinstatement to Practice 
Certificate of Good 
Standing 

Certificate of Good 
Standing, 

Suitable for Framing 
Review of Decision of 
Director, OED 

Regrading of A.M. section 
(PTO Practice and 
Procedure) 

Regrading of P.M. section 
(Claim Drafting) 
Establish Deposit Account 
Service Charge Below 
Minimum Balance 
Service Charge Below 
Minimum Balance 

Filing a Disclosure 
Document 

Box Rental 

International Type 

Search Report 
Self-Service Copy Charge 
Recording Patent Property 
Publication in the OG 
Labor Charges for Services 


Unspecified Other Services 

Terminal Use APS-CSIR 

(per hour) 

Retaining abandoned 

application 

Processing Returned Checks 

Handling Fee - Incomplete 

Application 

Terminal Use APS-TEXT 

Coupons for Patent and 

Trademark Copies 

Handling Fee - 

Withdrawal SIR 

Transmittal Fee 

PCT Search Fee - 

Prior U.S. Application 

PCT Search Fee - 

No U.S. Application 

Supplemental Search 

Preliminary Exam Fee 

Preliminary Exam Fee 

Additional Invention 

Additional Invention 

Preliminary Examining 

Authority 

Preliminary Examining $360 
Authority (Small Entity) 

Searching Authority $790 
Searching Authority $395 
(Small Entity) 

PTO Not ISA nor IPEA $1,070 
PTO Not ISA nor IPEA $535 
(Small Entity) 

Claims - IPEA $98 
Claims - IPEA $49 
(Small Entity) 

Filing with EPO/JPO $930 
Search Report 

Filing with EPO/JPO $465 
Search Report (Small 

Entity) 

Claims - Extra Individual $82 
(Over 3) 

Claims - Extra Individual 

(Over 3) (Small Entity) 

Claims - Extra Total 

(Over 20) 
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37 CFR FY 
Sec. DESCRIPTION 1999 





1.492(c) Claims - Extra Total $9 
(Over 20) (Small Entity) 

1.492(d) Claims - Multiple 
Dependents 

1.492(d) Claims - Multiple 
Dependents (Small Entity) 

1.492(e) Surcharge 

1.492(e) Surcharge (Small Entity) 

1.492(f) English Translation - 
After 20 Months 

2.6(a)(1) Application for 
Registration, Per Class 

2.6(a)(2) Amendment to Allege Use, 
Per Class 

2.6(a)(3) Statement of Use, Per Class 

2.6(a)(4) Extension for Filing 
Statement of Use, Per Class 

2.6(a)(5) Application for Renewal, 
Per Class 

2.6(a)(6) Surcharge for Late 
Renewal, Per Class 

2.6(a)(7) Publication of Mark Under 
12(c), Per Class 

2.6(a)(8) Issuing New Certificate of 
Registration 

2.6(a)(9) Certificate of Correction 
of Registrant’s Error 

2.6(a)(10) Filing Disclaimer to 
Registration 

2.6(a)(11) Filing Amendment to 
Registration 

2.6(a)(12) Filing Affidavit Under 
Section 8, Per Class 

2.6(a)(13) Filing Affidavit Under 
Section 15, Per Class 

2.6(a)(14) Filing Affidavit Under 
Sections 8 & 15, PerClass 

2.6(a)(15) Petitions to the 
Commissioner 

2.6(a)( 16) Petition to Cancel, 
Per Class 

2.6(a)(17) Notice of Opposition, 
Per Class 

2.6(a)(18) Ex Parte Appeal to the 
TTAB, Per Class 

2.6(a)(19) Dividing an Application, 
Per New Application 
Created 

2.6(b)(1)(i) Copy of Registered Mark 
overnight delivery to 
PTO box or fax 

2.6(b)( 1 (ii) Copy of Registered Mark, 

2.6(b)( 1 (iii) Copy of Reg. Mark Ordered 
Via Exp.Mail or Fax, Exp. 
S 


ve. 

2.6(b)(2)(i) Certified Copy of TM 
Application as Filed 

2.6(b)(2)(ii) Certified Copy of TM 
Application as Filed, 
Expedited 

2.6(b)(3) Cert. or Uncert. Copy 
of TM-Related File 
Wrapper/Contents 

2.6(b)(4)(i) Cert. Copy of Registered 
Mark, Title or Status 

2.6(b)(4)(ii) Cert. Copy of Registered 
Mark, Title or Status - 
Expedited 

2.6(b)(5) Certified or Uncertified 
Copy of TM Records 

2.6(b)(6) Recording Trademark 
Property, Per Mark, 
Per Document 

2.6(b) For Second and Subsequent 
Marks in Same Document 

2.6(b)(7) For Assignment Records, 
Abstracts of Title and Cert. 
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Fee 37 CFR 
Code Sec. 


DESCRIPTION 





488 2.6(b)(8) 
480 2.6(b)(9) 
484 2.6(b)(10) 


485 2.6(b)(11) 


Terminal Use X-SEARCH 
Self-Service Copy Charge 
Labor Charges for Services 


Unspecified Other Services 
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Partial Payment of Patent Fees 
During Period of October 10, 1998 
through October 20, 1998 
pursuant to Continuing Resolutions 


Further continuing resolutions have been signed by the President 
maintaining patent fees for the period from October 10, 1998 
through October 20, 1998 at the amounts charged by the PTO on 
September 30, 1998. See H.J. Res. 133, 134, 135, 136 and 137. 
These continuing resolutions provided the Commissioner with the 
special authority to recognize a partial payment of a fee. 


In view of these continuing resolutions, the PTO’s temporary 
policy on partial payments, which was published in the October 
27, 1998 Official Gazette, has been extended to the time period 
(October 10, 1998 through October 20, 1998) covered by H.J. Res. 
133, 134, 135, 136 and 137. See “Partial Payment of Patent Fees 
During Period of October 1, 1998 through no later than October 9, 
1998 pursuant to Continuing Resolution,” 1215 Off Gaz. Pat. 
Office 117 (October 27, 1998). 


The special authority of the Commissioner to recognize a partial 
payment of a fee has not been extended beyond October 20, 1998. 


Questions or comments concerning this notice should be for- 
warded to John F. Gonzales, Senior Legal Advisor, by facsimile at 


(703) 308-6916, by telephone at (703) 305-9285, or by e-mail at 
john.gonzalesuspto. gov. 


November 6, 1998 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 
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Partial Payment of Patent Fees 
During Period of October 1, 1998 through 
no later than October 9, 1998 pursuant to 

Continuing Resolution 


Congress recently passed a continuing resolution which has 
been signed by the President that maintains patent fees at the 
amounts charged by the PTO on September 30, 1998 for the 
period from October 1, 1998 through no later than October 9, 
1998. See Pub. L. No. 105-240, § 117 (1998). 


This continuing resolution supersedes the final rule entitled 
Revision of Patent Fees for Fiscal Year 1999, which was published 
in the Federal Register at 63 Fed Reg. 39731 (July 24, 1998), and 
reprinted in the Official Gazette at 1213 Off Gaz. Pat. Office 153 
(August 18, 1998). Section 117 of the continuing resolution 
authorizes the Commissioner, during the period of the continuing 
resolution, to recognize a partial payment of a fee and to require 
unpaid amounts to be paid within a time period set by the 
Commissioner. 


Under the above-mentioned authority provided by Section 117 
of the continuing resolution, if any patent fee is timely paid during 
the period covered by the resolution (October | through no later 
than October 9, 1998) in an amount which is at least equal to the 
fee published in the above-mentioned final rule but less than the 
fee set forth in the patent fee schedule in effect on September 30, 


1998, the PTO will mail applicant a notice setting a time period 
in which the balance of the fee may be paid without any 
penalty, such as, payment of a surcharge required by 37 C.FR. § 
1.16(e), the abandonment of an application or the expiration of a 
patent. 


Examples of how the PTO will exercise the above-mentioned 
authority provided by Section 117 of the continuing resolution 
during the period from October | through no later than October 9, 
1998 with respect to the payment of: (1) a basic filing fee for an 
application under 35 U.S.C. § 111(a), (2) a basic national fee in an 
international application, and (3) a maintenance fee, are set forth in 
the following paragraphs. 


(1) If a nonprovisional application under 35 U.S.C. § 111(a) is 
filed with the oath or declaration required by 37 C.F.R. § 1.51(b) 
and a basic filing fee which is at least equal to the basic filing fee 
published in the above-mentioned final rule but is less than the 
basic filing fee in effect on September 30, 1998, the PTO will mail 
applicant a notice setting a time period in which the balance of the 
basic filing fee must be paid. If the balance is paid within the time 
period set by the notice, the surcharge set forth in 37 C.FR. § 
1.16(e) will not be required. 


(2) If the United States is an elected office in an international 
application, the applicant must pay the full basic national fee 
within 30 months from the priority date in order to avoid 
abandonment of the application. See 37 C.F.R. § 1.495(b). The 
amount of the basic national fee due is the fee in effect under 35 
U.S.C. § 41(a)(9) - (12) at the time the basic national fee is paid. 
If applicant timely pays a basic national fee which at least equals 
the basic national fee published in the above-mentioned final rule 
but is less than the basic national fee in effect on September 30, 
1998, the PTO will mail applicant a notice setting a time period in 
which the balance of the basic national fee must be paid to avoid 
abandonment of the international application. If the balance is paid 
within the time period set by the notice (even if that time period 
extends beyond 30 months from the priority date), the full basic 
national fee will be treated as being timely paid. If the balance is 
not paid within the time period set by the notice or the remainder 
of the period of 30 months from the priority date, if any, the full 
basic national fee will be treated as not having been paid and the 
intemational application will be abandoned. 


(3) If a maintenance fee is submitted (with the surcharge under 
37 C.FR. § 1.20(h) within the six-month grace period in 35 U.S.C. 
§ 41(b)) which at least equals the applicable maintenance fee 
published in the above-mentioned final rule but is less than the 
applicable maintenance fee in effect on September 30, 1998, the 
PTO will mail applicant a notice setting a time period in which the 
balance of the applicable maintenance fee must be paid. If the 
balance is paid within the time period set by the notice (even if that 
time period extends beyond the six-month grace period in 35 
U.S.C. § 41(b)), the maintenance fee will be treated as timely paid. 
If the balance is not paid within the time period set by the notice 
or the remainder of the six-month grace period in 35 U.S.C. § 
41(b), if any, the maintenance fee will be treated as not having 
been paid and the patent will expire at the end of the six-month 
grace period in 35 U.S.C. § 41(b). 


Questions or comments concerning this notice should be for- 
warded to John F. Gonzales, Senior Legal Advisor, by facsimile at 
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(703) 308-6916, by telephone at (703) 305-9285, or by e-mail at 
john.gonzales @ uspto. gov. 


October 1, 1998 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 980713170-8247-02] 
RIN 0651-AA96 


Revision of Patent Fees for Fiscal Year 1999 
AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Final rule; Delay of effective date. 


SUMMARY: The Patent and Trademark Office (PTO) published a 
final rule in the Federal Register of July 24, 1998, that revised 
certain patent fee amounts for fiscal year 1999. Since then, a 
continuing resolution appropriations bill has been passed by the 
Congress and signed by the President. The continuing resolution 
maintains patent fees at their September 1998 (fiscal year 1998) 
rates through October 9, 1998. This document delays the effective 
date of the PTO’s final rule until October 10, 1998, unless it is 
superseded by law. 


DATES: The effective date of the final rule published at 63 FR 
46891, July 24, 1998, and corrected at 63 FR 46891, September 3, 
1998, is delayed until October 10, 1998, unless it is superseded by 
law. If this date is superseded by law, PTO will publish further 
notice in the Federal Register. 


FOR FURTHER INFORMATION CONTACT: Matthew Lee 
by telephone at (703) 305-8051, fax at (703) 305-8007, or by mail 
marked to his attention and addressed to the Commissioner of 
Patents and Trademarks, Office of Finance, Crystal Park 1, Suite 
802, Washington, D.C. 20231. 


SUPPLEMENTARY INFORMATION: The Patent and Trade- 
mark Office (PTO) published a final rule in the Federal Register of 
July 24, 1998, that revised certain patent fee amounts for fiscal 
year 1999 (63 FR 39731). See also 63 FR 46891 (September 3, 
1998) (correcting one of the fee amounts specified in the July 24, 
1998 final rule). Since then, a continuing resolution appropriations 
bill was passed by the Congress and signed by the President on 
September 25, 1998. See H.R. Res. 128, P.L. 105-240 (1998). It 
maintains patent fees at their September 1998 (fiscal year 1998) 
rates through the period of the continuing resolution enacted on 
September 25, 1998, which expires October 9, 1998. The continu- 
ing resolution supersedes the July 24, 1998, final rule on revision 
of patent fees for fiscal year 1999. Accordingly, this notice delays 
the effective date of the final rule until October 10, 1998. 
Additional continuing resolutions could further extend the fiscal 
year 1998 fee rates into fiscal year 1999. 


Legislation is still pending in the Congess to set new patent fees 
for fiscal year 1999. If an appropriations or authorization bill 
authorizing new patent fees is enacted prior to the expiration of a 
continuing resolution, it will supersede the continuing resolution. 
Patent customers should refer to the official PTO website (ww- 
w.uspto.gov), or call the PTO General Information Services 
Division at (703) 308-4357 or (800) PTO-9199, for the most 
current fee amounts and information. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


Sep. 28, 1998 
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(71) 
(72) DEPARTMENT OF COMMERCE 

Patent and Trademark Office 

37 CFR Part 1 

RIN 0651-AA96 
Revision of Patent Fees for Fiscal Year 1999; 
Correction 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Final Rule; Correction. 


SUMMARY: The Patent and Trademark Office published a 
document revising certain patent fee amounts for fiscal year 1999 
in the Federal Register of July 24, 1998. Inadvertently, an 
incorrect fee amount was stated for a national stage fee in section 
1.492(a)(S). This document corrects this national stage fee amount 
for fiscal year 1999. 


EFFECTIVE DATE: October 1, 1998. 


FOR FURTHER INFORMATION CONTACT: Matthew Lee 
by telephone at (703) 305-8051, fax at (703) 305-8007, or by mail 
marked to his attention and addressed to the Commissioner of 
Patents and Trademarks, Office of Finance, Crystal Park 1, Suite 
802, Washington, D.C. 20231. 


SUPPLEMENTARY INFORMATION: The Patent and Trade- 
mark Office published a final rule entitled “Revision of Patent Fees 
for Fiscal Year 1999” in the Federal Register of July 24, 1998 (63 
FR 39731). The final rule contains an error for a national stage fee 
in section 1.492(a)(5). The fee amount for fiscal year 1999 was 
incorrectly stated as $395.00 for a smail entity, and $790.00 for 
other than a small entity. This correction revises this national stage 
fee amount. 


In the “Revision of Patent Fees for Fiscal Year 1999” final rule 
that was published in the Federal Register of July 24, 1998 (63 FR 
39731), make the following correction. On page 39734, in the third 
column, change the national stage fee amount for section 
1.492(a)(5) to $345.00 for a small entity, and $690.00 for other 
than a small entity. 
August 28, 1998 KENNETH R. CORSELLO 

Associate Solicitor 
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(73) Notification Regarding Reduced Patent Fee 


Schedule Effective October 1, 1998 


All patent applicants and owners should be aware of the 
current uncertainty as to what patent fees will be in effect on 
October 1, 1998, when filing correspondence involving fees, 
such as new application filing fees, extension of time fees, issue 
fees, and maintenance fees. Trademark fees are not affected. 


On October 1, 1998, the patent fee surcharge established in the 
Omnibus Budget Reconciliation Act of 1990 will expire. As a 
result, until Congress acts to set new patent fees, the patent 
statutory fees authorized under title 35, United States Code, 
sections 41(a) and (b), will fall automatically to pre-surcharge 
levels plus Consumer Price Index (CPI) adjustments on October 1, 
1998. 


Both houses of Congress have initiated action to set new patent 
fees. The Senate has passed an appropriations bill, S. 2260, and the 
House has passed an authorization bill, H.R. 3723, both of which 
would reduce patent fees from their current level, but not by as 
much as the fees would decline in the absence of Congressional 
action. Also, if no PTO appropriations legislation passes before 
October 1, Congress may enact a continuing resolution which 
could affect the patent fee schedule. Any of these legislative 
actions may occur at any time before, on or after October 1, 1998. 


Anticipating the possiblity that congress might not act by 
October 1, 1998, the PTO published a final rule in the Federal 
Register establishing a fee schedule to take effect on October 1, 
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1998. This fee schedule appeared in the Federal Register on July 
24, 1998, in Volume 63, Number 142, pages 39731 to 39737, and 
in the Official Gazette of the Patent and Trademark Office on 
August 18, 1998, in Volume 1213, pages 153 to 160. 


See Appendix A at the end of Federal Register and Official 
Gazette final rule notices for an easy to follow schedule of the 
new fees. 


The Federal Register notice, including helpful Appendix A, 
may be easily found on the PTO’s Web site as explained below. 
The final rule would reduce patent fees to reflect the expiration of 
the surcharge plus fluctuations in the CPI, and assumes no 
Congressional action prior to October 1, 1998. The fee levels 
that would be established should either S. 2260 or H.R. 3723 be 
enacted may also be found in the third (H.R. 3723) column of the 
previously mentioned Appendix A. 


Under normal circumstances, patent fees are set forth in 37 
C.F.R. §§ 1.16 through 1.21 and 1.492. As discussed above, 
however, it is possible that legislation will be enacted that 
supersedes the patent fees specified in 37 C.F.R. §§ 1.16 through 
1.21 and 1.492. If this happens, the fees in effect are those fees set 
forth in the enacted legislation (and not the fees specified in 37 
C.F.R. §§ 1.16 through 1.21 and 1.492). Therefore, it is also 
possible that there will be a gap in time during which 37 C.F.R. §§ 
1.16 through 1.21 and 1.492 do not accurately set forth the patent 
fees in effect. When legislation is enacted to reset patent fees, the 
PTO will publish in the Federal Register and in the Official 
Gazette an official notice setting forth the patent fee schedule to be 
followed, and will post the patent fee schedule on the PTO’s Web 
site. 


The final rule stated, in the section entitled “General Proce- 
dures” that “[a]ny fee amount that is paid on or after the effective 
date of the final fee adjustment will be subject to the new fees then 
in effect.” While this statement is correct for most patent fees, it is 
not correct with respect to the filing fee required for a patent 
application filed under 35 U.S.C. § 111 or the national! fee for an 
application entering the national stage under 35 U.S.C. § 371. A 
correct statement of these fees is set forth below in this notice. 


If you want to know what fee to pay when filing correspon- 
dence, you should refer to the PTO’s Web site (www.usp- 
to.gov), or contact the PTO General Information Services 
Division at (703) 308-4357 or (800) PTO-9199 for the most 
current fee amounts and information. 


As passage of the pending fee legislation is uncertain, the PTO 
will proceed under the assumption that the fee changes set forth in 
the final rule will become effective on October 1, 1998. In view of 
the scheduled reduction in patent application fees effective on 
October 1, 1998, this notice is intended to clarify: (1) the filing fee 
required to be paid for a patent application filed under 35 U.S.C. 
§ 111 prior to Ociober 1, 1998 where the fee is not actually 
received until on or after October 1, 1998; (2) the basic national 
fee and the fees for excess and multiple dependent claims required 
for international applications entering the national stage under 35 
U.S.C. § 371; and (3) the applicability of Certificate of Mailing 
and “Express Mail” practice to the fee in effect on the date of 
payment. 


Patent Application Filing Fee For Application Filed Under 35 
U.S.C. § 111 and 37 CFR. § 1.53 


If the filing fee is received when the application is filed, the 
filing fee required in an application filed under 35 U.S.C. § 111 is 
the filing fee in effect on the filing date assigned the application. If 
the filing fee is received on a date later than the filing date assigned 
the application, the filing fee required in an application filed under 
35 U.S.C. § 111 is the higher of: (1) the filing fee in effect on the 
filing date assigned the application; or (2) the filing fee in effect on 
the date the filing fee is received. The filing fee includes the basic 
fee, excess claims fees (if any), and the multiple dependent claim 
fee (if any), for claims present on filing (unless the excess or 
multiple dependent claims are canceled before the filing fee is 
paid). Of course, if the basic filing fee is received on a date later 


OFFICIAL GAZETTE 
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than the filing date assigned the application filed under 35 U.S.C. 
§ 111, a surcharge as set forth in 37 C.FR. § 1.16(e) is also 
required. 


The current rules (37 C.F.R. §§ 1.53(f) and (g)) are designed to 
discourage the filing of an application without the basic filing fee 
by imposing a financial penalty in the form of a surcharge when 
the basic filing fee is received later than the filing date assigned the 
application. Therefore, delaying the payment of the filing fee in an 
application under 35 U.S.C. § 111 will not reduce the filing fee 
required to be paid in the application. For example, the filing fee 
required to be paid in an application under 35 U.S.C. § 111 filed 
before October 1, 1998 cannot be reduced by delaying the payment 
of the filing fee until on or after October 1, 1998. 


It is not recommended that the filing of any application be 
delayed until October 1, 1998 for the purpose of paying a reduced 
filing fee because: (1) a delay in filing an application could 
adversely affect the patentability of the application ( see, e.g., 35 
U.S.C. 102(b)); and (2) it is uncertain as to what fees will be in 
effect on and after October 1, 1998. 


Fees For International Application Entering The National Stage 
Under 35 U.S.C. § 371 and 37 C.FR. §§ 1.494 or 1.495 


The basic national fee for an international application entering 
the national stage is due not later than the expiration of 20 months 
from the priority date in the international application (or 30 
months from the priority date if the United States was elected prior 
to the expiration of 19 months from the priority date), and the 
amount of the basic national fee that is required to be paid is the 
basic national fee in effect on the date the full fee is received. 


If the reduced basic national fee scheduled to be effective on 
October |, 1998 does take effect, even for a limited period of time, 
or if a different reduced fee schedule is set forth in enacted 
legislation, applicants may take advantage of such a reduction in 
fees. This is because the amount required to be paid for the basic 
national fee is determined by the fees in effect on the date the basic 
national fee is received. Applicants are cautioned, however, that 
the full basic national fee must be paid within the permitted (20 or 
30 months) period for payment of the basic national fee, delaying 
payment of the basic national fee may cause a later date under 35 
U.S.C. § 102(e) to be accorded to any patent issuing on the 
application, and, as previously noted, it is uncertain what fees will 
be in effect on and after October 1, 1998. 


The excess claim fees or the multiple dependent claim fee 
required to be paid is the higher of: (1) the excess claims fees and 
the multiple dependent claim fee in effect on the date the basic 
national fee is received; or (2) the excess claims fees and the 
multiple dependent claim fee in effect on the date (any of) these 
fees are received. In this respect, the practice for determining the 
fees due for excess claims and any multiple dependent claim when 
entering into the national stage is analogous to the practice for 
applications filed under 35 U.S.C. § 111. 


Fees for claims which are added after entry into the national 
stage are determined by the fees in effect (for any excess claims 
and any multiple dependent claim) on the date the fee(s) are 
received. 


All Other Patent Fees 


The fee required to be paid for all other patent fees is the fee in 
effect on the date the fee is received (see “Certificate of Mailing or 
Transmission under 37 C.F.R. § 1.8(a)(1)” and “Correspondence 
filed by ‘Express Mail,’ discussed below). 


Certificate of Mailing or Transmission under 37 C.F.R. § 1.8(a)(1) 


For those items for which a Certificate of Mailing or Transmis- 
sion under 37 C.F.R. § 1.8(a)(1) is proper, the fee required is the 
lower of: (1) the fee in effect on the date of receipt of the fee; or 
(2) the fee in effect on the date of mailing indicated on a proper 
Certificate of Mailing or Transmission under 37 C.F.R. § 1.8(a)(1). 
Items for which a Certificate of Mailing or Transmission under 37 
C.F.R. § 1.8(a)(1) is not proper include, for example, Continued 
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Prosecution Applications under 37 C.F.R. § 1.53(d) and other 
national and international applications for patents, see 37 C.F.R. § 
1.8(a)(2). 


Correspondence Filed by “Express Mail” 


Under 37 C.FR. § 1.10(a), any correspondence delivered by the 
“Express Mail Post Office to Addressee” service of the United 
States Postal Service (USPS) is considered filed or received in the 
Office on the date of deposit with the USPS. The date of deposit 
with the USPS is shown by the “date-in” on the “Express Mail” 
mailing label or other official USPS notation. 


Questions or comments concerning this notice should be for- 
warded to John F. Gonzales, Senior Legal Advisor, by facsimile at 
(703) 308-6916, by telephone at (703) 305-9285, or by e-mail at 
john.gonzalesuspto. gov. 
September 9, 1998 Q. TODD DICKINSON 

Acting Assistant Secretary of 
Commerce and Commissioner of 
Patents and Trademarks 
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Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 980713170-8170-01) 
RIN 0651-AA96 


Revision of Patent Fees for Fiscal Year 1999 
Agency: Patent and Trademark Office, Commerce. 
Action: Final Rule. 


Summary: The Patent and Trademark Office (PTO) is amending 
the rules of practice in patent cases, to adjust patent statutory fee 
amounts to reflect the expiration of the surcharge established by 
the Omnibus Reconciliation Act of 1990, as amended, and 
fluctuations in the Consumer Price Index (CPI). Also, a few fees 
that track statutory fees asr being correspondingly adjusted, and a 
non-statutory fee is being reduced to recover cost. 


Patent statutory fees consist of a fee amount pursuant to title 35, 
United States Code; annual adjustments to reflect fluctuations in 
the CPI; and a surcharge, established by the Omnibus Budget 
Reconciliation Act of 1990, as amended. The intent of the 
surcharge was to finance the cost of operating the PTO from user 
fees, rather than from taxes paid to the general fund of the United 
States Treasury. In fiscal year 1998, the surcharge will raise 
$119,000,000. The surcharge will expire at the end of fiscal year 
1998. To replace the surcharge and to ensure continued user-fee 
funding of PTO’s operations, legislation has been introduced in the 
Congress, namely, H.R. 3989 and H.R. 3723. Should either 
legislation or an alternative be enacted, the PTO will publish a 
document in the Federal Register to ensure that this final rule and 
the fees established will not take effect. 


This final rule assumes that no legislative change to patent fees 
will take place before October 1, 1998. This final rule adjusts 
patent fees to reflect the expiration of the surcharge established by 
the Omnibus Budget Reconciliation Act of 1990, as amended, and 
to reflect fluctuations in the CPI over the previous twelve months. 


Effective Date: October 1, 1998. 


For Further Information Contact: Matthew Lee by telephone at 
(703) 305-8051, fax at (703) 305-8007, or by mail marked to his 
attention and addressed to the Commissioner of Patents and 
Trademarks, Office of Finance, Crystal Park 1, Suite 802, Wash- 
ington, D.C. 20231. 


Supplementary Information: This final rule adjusts PTO fees in 
accordance with the applicable provisions of title 35, United States 
Code, and the Patent and Trademark Office Authorization Act of 
1991 (Public Law 102-204). 
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Legislation has been introduced in the Congress, namely H.R. 
3989 and H.R. 3723, to replace the surcharge and to ensure 
continued user-fee funding of PTO’s operations. H.R. 3989 would 
re-establish patent statutory fees at the fiscal year 1998 fee levels. 
For patent customers, H.R. 3989 would not change fee levels; it 
would simply include the current surcharge and previous years’ 
annual inflation adjustments within the statutory fees, in accor- 
dance with the President’s budget. The President’s budget further 
proposes to rescind $66,342,000 of PTO’s fiscal year 1998 budget 
authority, and an additional $50,000,000 in fees collected in fiscal 
year 1999, for a total recission of $116,342,000. 


H.R. 3723 would re-establish patent statutory fees below the levels 
proposed in H.R. 3989. The total amount collected under H.R. 
3723 is expected to be $50,000,000 less than would be collected 
under H.R. 3989. H.R. 3723 does not assume recission of PTO 
budget authority from fees collected in fiscal year 1999. (A 
comparison of fee amounts for fiscal year 1998, this final rule for 
fiscal year 1999, H.R. 3723, and H.R. 3989 is included as an 
Appendix to this final rule.) 


In the absence of the enactment of these bills, or any other positive 
action by the Congress before October 1, 1998, certain patent fees 
will revert to their statutory levels, as adjusted for previous years’ 
annual fluctuations in the CPI. Should this occur, and PTO not 
increase fees by CPI fiscal year 1999, PTO fee collections in fiscal 
year 1999 would be $182,000,000 less than would be collected 
under H.R. 3989 and the President's budget proposal, and 
$132,000,000 less than would be collected under H.R. 3723. 


This final rule assumes that these bills- and any other statutory 
change to patent fees-will not be enacted before October 1, 1998. 
This final rule adjusts patent fees to reflect the expiration of the 
surcharge established by the Omnibus Budget Reconciliation Act 
of 1990, as amended, and to reflect fluctuations in the CPI over the 
previous twelve months. Fees collected under this final rule in 
fiscal year 1999 would be $171,000,000 less than would be 
collected under H.R. 3723. 


Patent customers should be aware that legislative changes to patent 
fees superceding this final rule may occur. If such changes occur, 
the PTO will publish a document in the Federal Register to ensure 
that this final rule and the fees established herein will not take 
effect. Patent customers may wish to refer to the official PTO 
wbsite (www.uspto.gov) for the most current fee amounts. Official 
notices of any fee changes will appear in the Federal Register and 
the Official Gazette of the Patent and Trademark Office. 


Background: 
Statutory Provisions 


Patent fees are authorized by 35 U.S.C. 41 and 35 U.S.C. 376. A 
fifty percent reduction in the fees paid under 35 U.S.C. 41(a) and 
(b) by independent inventors, small business concerns, and non- 
profit organizations who meet prescribed definitions is required by 
35 U.S.C. 41(h). 


Subsection 41(f) of title 35, United States Code, provides that fees 
established under 35 U.S.C. 41(a) and (b) may be adjusted on 
October |, 1992, and every year thereafter, to reflect fluctuations in 
the Consumer Price Index (CPI) over the previous 12 months. 


Subsection 41(d) of title 35, United States Code, authorizes the 
Commissioner to establish fees for all other processing, services, 
or materials related to patents to recover the average cost of 
providing these services or materials, except for the fees for 
recording a document affecting title, for each photocopy, and for 
each black and white copy of a patent, and for library services. 


Section 376 of title 35, United States Code, authorizes the 
Commissioner to set fees for patent applications filed under the 
Patent Cooperation Treaty (PCT). 


Subsection 41(g) of title 35, United States Code, provides that new 
fee amounts established by the Commissioner under section 41 
may take effect thirty days after notice in the Federal Register and 
the Official Gazette of the Patent and Trademark Office. 
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Fee Adjustment Level 


The patent fees established by 35 U.S.C. 41(a) and (b) will be 
adjusted on October 1, 1998, to reflect fluctuations occurring 
during the previous twelve months in the Consumer Price Index 
for all urban consumers (CPI-U), and CPI-U adjustments, where 
applicable, from fiscal years 1992 through 1997. In calculating 
these fluctuations, the Office of Management and Budget (OMB) 
has determined that the PTO should use CPI-U data as determined 
by the Secretary of Labor. However, the Department of Labor does 
not make public the CPI-U until approximately twenty-one days 
after the end of the month being calculated. Therefore, the latest 
CPI-U information available is for the month of May 1998. In 
accordance with previous rulemaking methodology, the PTO uses 
the Administration’s projected CPI-U for the twelve-month period 
ending September 30, 1998, which is 2.2 percent. Based on this 
projection, patent statutory fees will be adjusted by 2.2 


Four patent service fees that are set by statute will not be adjusted. 
The four fees that are not being adjusted are the assignment 
recording fee, printed patent copy fee, photocopy charge fee, and 
library service fee. 


The final fee amounts were rounded by applying standard arith- 
metic rules so that the amounts rounded would be convenient to 
the user. Fees rounded to an even number so that any comparable 
small entity fee would be a whole number. 


General Procedures 


Any fee amount that is paid on or after the effective date of the 
final fee adjustment will be subject to the new fees then in effect. 
For purposes of determining the amount of the fee to be paid, the 
date of mailing indicated on a proper Certificate of Mailing or 
Transmission, where authorized under 37 CFR 1.8, will be 
considered to be the date of receipt in the PTO. A Certificate of 
Mailing or Transmission under Section 37 CFR 1.8(a)(1) is not 
proper for items which are specifically excluded under 37 CFR 
1.8(a)(2). 37 CFR 1.8(a)(2) should be consulted to determine those 
items for which a Certificate of Mailing or Transmission is not 
proper. Such items include, among other things, the filing of 
national and international applications for patents and the filing of 
trademark applications. In addition, the provisions of 37 CFR 1.10 
relating to filing papers and fees using the “Express Mail” service 
of the United States Postal Service (USPS) do apply to any paper 
or fee (including patent and trademark applications) to be filed in 
the PTO. If an application or fee is filed by “Express Mail” with a 
date of deposit with the USPS (shown by the “date in” on the 
“Express Mail” mailing label) which is dated on or after the 
effective date of the rules, as amended, the amount of the fee to be 
paid would be the fee established by the amended rules. 


Discussion of Specific Rules 


37 CFR 1.16 National application filing fees. 


Section 1.16, paragraphs (a) through (d), and (f) through (j), is 
revised to adjust fees established therein to reflect the expiration of 
the patent fee surcharge established by the Omnibus Budget 
Reconciliation Act of 1990, as amended, and fluctuations in the 
CPI. 


37 CFR 1.17 Patent application processing fees. 


Section 1.17, paragraphs (a) through (d), (1), (m), (r), and (s), is 
revised to adjust fees established therein to reflect the expiration of 
the patent fee surcharge established by the Omnibus Budget 
Reconciliation Act of 1990, as amended, and fluctuations in the 
CPL. 


37 CFR 1.18 Patent issue fees. 


Section 1.18, paragraphs (a) through (c), is revised to adjust fees 
established therein to reflect the expiration of the patent fee 
surcharge established by the Omnibus Budget Reconciliation Act 
of 1990, as amended, andfluctuations in the CPI. 
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37 CFR 1.20 Post-issuance fees. 


Section 1.20, paragraphs (d) through (g), is revised to adjust fees 
established therein to reflect the expiration of the patent fee 
surcharge established by the Omnibus Budget Reconciliation Act 
of 1990, as amended, and fluctuations in the CPI. 


37 CFR 1.21 Miscellaneous fees and charges. 


Section 1.21, paragraphs (a)(6)(ii), is revised to adjust fees 
established therein to recover costs. 


37 CFR 1.492 National stage fees. 


Section 1.492, paragraphs (a) through (d), is revised to adjust fees 
established therein to reflect the expiration of the patent fee 
surcharge established by the Omnibus Budget Reconciliation Act 
of 1990, as amended, and fluctuations in the CPI. 


Other Considerations 


This final rule contains no information collection within the 
meaning of the Paperwork Reduction Act of 1995, 44 U.S.C. 3501 
et seq. This final rule has been determined to be not significant for 
purposes of Executive Order 12866. 


Prior notice and opportunity for public comment for patent fee 
chnages is not required by the patent statutes or the Administrative 
Procedure Act. While the patent statutes specifically require that 
changes to patent fees shall not take effect “until at least 30 days 
after notice of the fee has been published in the Federal Register 
and in the Official Gazette of the Patent and Trademark Office,” 35 
U.S.C. 41(g), they do not require any additional publication of 
proposed fee changes. In addition, changes in patent fees are 
exempted from the notice of proposed rulemaking requirements of 
the Administrative Procedure Act under 5 U.S.C. 553(a)(2) as the 
establishmnet of fee amounts is a matter related to agency 
management. 


As prior notice and an opportunity for public comment are not 
required pursuant ot 5 U.S.C. 553, or any other law, the analytical 
requirements of the Regulatory Flexibility Act, 5 U.S.C. 601 et 
seq., are inapplicable. 


Acomparison of fee amounts for fiscal year 1998, this final rule for 
fiscal year 1999, H.R. 3723, and H.R. 3989 are included as an 
Appendix to this final rule. 


List of Subjects 

37 CFR Part | Administrative practice and procedure, Inventions 
and patents, Reporting and record keeping requirements, Small 
businesses. 


Part 1 - Rules of Practice in Patent Cases 1. 


The authority citation for 37 CFR Part 1 continues to read as 
follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.16 is amended by revising paragraphs (a) through (d), 
and (f) through (j) to read as follows: 


1.16 National application filing fees. 


(a) Basic fee for filing each application for an original patent, 
except provisional, design or plant applications: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) In addition to the basic filing fee in an original application, 
except provisional applications, for filing or later presentation of 
each independent claim in excess of 3: 


By a small entity (§ 1.9(f)) 
By other than a small entity 








— 
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(c) In addition to the basic filing fee in an original application, 
except provisional applications, for filling or later presentation of 
each claim in excess of 20: 


Dy Se OUD CRIN CH EGE aiisicsccsiictssccsccnecicecticcccnsirses $7.00 
By Othner Cham a anita CMI: ...scsevie cece sessnseseissactontivesnneee $14.00 


(d) In addition to the basic filing fee in an original application, 
except provisional applications, if the application contains, or is 
amended to contain, a multiple dependent claim(s), per applica- 
tion: 


OW MU I OG NY isso snsciesesesgicsssiereoceorees $105.00 
By other than a small entity..................-cceccsccsecseseeseeses $210.00 
KEK AK 


(f) Basic fee for filing each design application 


el eh de A S| nL $130.00 
By other than a small entity ..................ccccccscssssseeseeeeees $260.00 


(g) Basic fee for filing each plant application, except provisional 
applications: 


Me SOY COIR CG TID) ncn nsnsseecercennsceyoorsscsocteoncoes $195.00 
Boy Oter Chats & Stal CIMMY. ........n.-.ncsnesercesveceascsesesenesees $390.00 


(h) Basic fee for filing each reissue application: 


yO Oe CHI OB. UD) ann ssicscnscscenesccosvinseieccccsvinness $305.00 
By other than a small entity 


(i) In addition to the basic filing fee in a reissue application, for 
filing or later presentation of each independent claim which is in 
excess of the number of independent claims in the original patent: 


TO A GI UI CEI civciasnaceccciecsnacsessssieceasocccwoniencat $32.00 
By other than a small entity ...............:c..-cscccscsesoreresseeseees $64.00 


(j) In addition to the basic filing fee in a reissue application, for 
filing or later presentation of each claim in excess of 20 and also 
in excess of the number of claims in the original patent: 


he LR: | aD $7.00 
By other than a small entity. ............2<.0.ccccscsesesseseseseessseees $14.00 
KEKE 


3. Section 1.17 is amended by revising (a)(i) through (5), (b) 
through (d), (1), (m), (r), and (s) to read as follows: 


§ 1.17 Patent application processing fees. 
(a) *** 


(1) For reply within first month: 


BF BUI GIN BGI oi cstinscsccasenenssconsnsnndecsvecnnsorsets $45.00 
By other than a small entity ...............cccscseseeeeseeneeeeeeeees $90.00 


(2) For reply within second month: 


EX FE BE: ae: $155.00 
By other them a seal Catity ...........:0.0.s-cseccvessosrorerseveses $310.00 


(3) For reply within third month: 
he I: | | CIEE $355.00 
By other than a small entity ...............::ccccccseecesseeeeceeeees $710.00 
(4) For reply within fourth month: 


By GUND CORNY CB LID) ac ssncscniciccesssccesccccccsicesensseees $550.00 
By other than a small entity .................. cc eccseeseeeeeeeeee $1,100.00 
(5) For reply within fifth month: 


at i RG TD issn cscs ccciscccesiccccesecontconses $750.00 
By other than a small entity .....................ecsecessoseeceeee $1,500.00 
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(b) For filing a notice of appeal from the examiner to the Board of 
Patent Appeals and Interferences: 


By a meen MN GH DO) nse esse cn cecccesesocncccesvenesiicl $125.00 
Bey cothier than a aamall CAtHY : .n.n......csccsscccesetsersencesessaseres $250.00 


(c) In addition to the fee for filing a notice of appeal, for filing a 
brief in support of an appeal: 


By a small entity (§ 1.9 (f)) 
By other than 2 savtall COtity ......2..<sc0rcccceesoseensessoserevsnvers $250.00 


(d) For filing a request for an oral hearing before the Board of 
Patent Appeals and Interferences in an appeal under 35 U.S.C. 
134: 


By we aman Cy CD TIED). csccscccccsccnsvcicccvssticcvsnversentense $105.00 
By other than a small Cmtity -.............-cccccssecsesssessesasesees $210.00 
KKK 


(1) For filing a petition: 


(1) For the revival of an unavoidably abandoned application 
under 35 U.S.C. 111, 133, 364, or 371, or 
(2) For delayed payment of the issue fee under 35 U.S.C. 151: 


_ Li 8, RO eee: $45.00 
By other than a small entity $90.00 





(m) For filing a petition: 


(1) For revival of an unintentionally abandoned application, or 
(2) For the unintentionally delayed payment of the fee for 
issuing a patent: 


BOO SUE COR CO ND nine sness seen veececnesescesseenevenvesen $490.00 
By other than a small entity ...............cccsssecesseeeeceeeeenees $980.00 
EERE 


(r) For entry of a submission after final rejection under 1.129(a): 


By a small entity (§ 1.9(f)) 
By other than a small entity 





(s) For each additional invention requested to be examined under 
1.129(b): 


BO Ge MUM I OG NI acre ssescneccenessecenccoreesconeesosons $305.00 
BOW COI RIND CUTE CIID gscceensetesessccesconsvenvsenssenrsonen $610.00 


4. Section 1.18 is revised to read as follows: 
1.18 Patent issue fees. 


(a) Issue fee for issuing each original or reissue patent, except a 
design or plant patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 





(b) Issue fee for issuing a design patent: 


ce Bh ees en OAT: $175.00 
By other than a semall City ..........2.sccececosscscsacercesnssesses $350.00 


(c) Issue fee for issuing a plant patent: 


Sr SE OI OO UID nnnscscn piv caceswcccrsetapctansranenesseres $235.00 
By other than a small entity .$470.00 5. Section 1.20 is amended 
by revising paragraphs (d) through (g) to read as follows: 
1.20 Post issuance fees. 


KKK 


(d) For filing each statutory disclaimer (§ 1.321): 
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By a small entity (§ 1.9(f)) 
Dy ceey Chem & OUND CY on. nccnccsccccnecccnsassccsessesensos $90.00 


(e) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after December 
12, 1980, in force beyond four years; the fee is due by three years 
and six months after the original grant: 


a te I I GE nairviesinsicasccsecescssncscicesenescsivs $385.00 
By other than a small entity $770.00 


(f) For maintaining an original or reissue patent, except a design or 
plant patent, based on an application filed on or after December 12, 
1980, in force beyond eight years; the fee is due by seven years 
and six months after the original grant: 


Se ITE III OE nnsnsesisesnsescccicrncsecenssesitvnsions $770.00 
By other than a small entity ...................scsssseseeecseeeees $1,540.00 


(g) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after December 
12, 1980, in force beyond twelve years; the fee is due by eleven 
years and six months after the original grant: 


By a small entity (§ 1.9(f)) $1,180.00 
By other than a small entity ................:.cccccseseeseseeeeeee $2,360.00 


eRREK 


6. Section 1.21 is amended by revising paragraph (a)(6)(ii) to read 
as follows: 
1.2] Miscellaneous fees and charges. 


HH KE 
(a) OK 


(6) OK 
(ii) Regrading of afternoon section (Claim Drafting) ..$230.00 


RK KK 


(7) Section 1.492 is amended by revising paragraphs (a) through 
(d) to read as follows: 


1.492 National stage fees. 


EREK 


(a) The basic national fee: 


(1) Where an international preliminary examination fee as set 
forth in § 1.482 has been paid on the international application to 
the United States Patent and Trademark Office: 


Be Ae SG BD ses nicccccccecescssiccacecccceencennicainen $270.00 
By Other tham & small CRtiRY .........0..0-ccerecscrosesseresvesesonsee $540.00 


(2) Where no international preliminary examination fee as set 
forth in § 1.482 has been paid to the United States Patent and 
Trademark Office, but an international search fee as set forth in § 
1.445(a)(2) has been paid on the international application to the 
United States Patent and Trademark Office as an International 
Searching Authority: 


Li «| nee eee $305.00 
By other than a small entity .....0...............ccescsscseeesseeeeees $610.00 


(3) Where no international preliminary examination fee as set 
forth in § 1.482 has been paid and no international search fee as set 
forth in § 1.445(a)(2) has been paid on the international application 
to the United States Patent and Trademark Office: 


BF I Be terrercccesncsencsoncssecnsorsnescsspetons $395.00 
By other than a small entity 


(4) Where an international preliminary examination fee as set 
forth in § 1.482 has been paid to the United States Patent and 
Trademark Office and the international preliminary examination 
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report states that the criteria of novelty, inventive step (non- 
obviousness), and industrial applicability, as defined in PCT 
Article 33 (1) to (4) have been satisfied for all the claims presented 
in the application entering the national stage (see § 1.496(b)): 


By a small entity (§ 1.9(f)) .. 
By other than a small entity 


...$39.00 
$78.00 


(5) Where a search report on the international application has 
been prepared by the European Patent Office or the Japanese 
Patent Office: 


Be Oe I FD asics ccsscascecssacccnesecsoverevcecneed $395.00 
By other than a small entity ..................cscsssesceeseeeeeeeee -$790.00 


(b) In addition to the basic national fee, for filing or later 
presentation of each independent claim in excess of 3: 


BPP GUE CI Ch BID onic ccsscesiencinsscccnsomencicesinnd $32.00 
By other than a small entity 


(c) In addition to the basic national fee, for filling or later 
presentation of each claim (whether independent or dependent) in 
excess of 20 (Note that § 1.75(c) indicates how multiple dependent 
claims are considered for fee calculation purposes.): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(d) In addition to the basic national fee, if the application contains, 
or is amended to contain, a multiple dependent claim(s), per 
application: 


By OU Cam CH UI ann nsec sccssesescicseccensiceines $105.00 
By other than a small entity ...................scssessssesesssseeeees $210.00 


KEKE 


July 17, 1998 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 
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Notice of New Fee Codes 
for Continued Patent Applications 


Effective December 1, 1997, several new fee codes were 
implemented which pertain to Continued Patent Applications 
(CPAs). The new fee codes will enable better tracking and efficient 
processing of CPAs in the Revenue Accounting and Management 
system, which is the main financial system. Please make a note of 
these new fee codes for your records. 


The new fee codes are as follows: 


Fee Code 
large/small entity 


131/231 
132/232 
133/233 


134/234 


Description 


Utility Filing Fee 
(CPA) 

Design Filing Fee 
(CPA) 

Plant Filing Fee 
(CPA) 

Reissue Filing Fee 
(CPA) 


[1205 OG 108] 


Amount 
large/small entity 


$790.00/$395.00 
$330.00/$ 165.00 
$540.00/$270.00 
$790.00/$395.00 
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(76) Department of Commerce 


Patent and Trademark Office 
37 CFR Parts 1 and 2 
[Docket No. 970410086-7174-02] 
RIN 0651-AA92 


Revision of Patent and Trademark Fees for 
Fiscal Year 1998 


Agency: Patent and Trademark Office, Commerce. 
Action: Final Rule. 


Summary: The Patent and Trademark Office (PTO) is amending 
the rules of practice in patent and trademark cases, to adjust certain 
patent fee and trademark service fee amounts to reflect fluctuations 
in the Consumer Price Index (CPI) and to recover costs of 
operation. 


Effective Date: October |, 1997. 


For Further Information Contact: Matthew Lee by telephone at 
(703) 305-8051, fax at (703) 305-8007, or by mail marked to his 
attention and addressed to the Commissioner of Patents and 
Trademarks, Office of Finance, Crystal Park 1, Suite 802, Wash- 
ington, D.C. 20231. 


Supplementary Information: This rule change is designed to 
adjust PTO fees in accordance with the applicable provisions of 
title 35, United States Code; section 31 of the Trademark (Lan- 
ham) Act of 1946 (15 U.S.C. 1113); and section 10101 of the 
Omnibus Budget Reconciliation Act of 1990 (as amended by 
section 8001 of Public Law 103-66), all as amended by the Patent 
and Trademark Office Authorization Act of 1991 (Public Law 
102-204). 

When the “Revision of Patent and Trademark Fees for Fiscal 
Year 1998” was published as a proposed rule, the PTO assumed 
that the fee revisions would not become effective until after the 
“1996 Changes to Patent Practice and Procedure” (hereinafter 
“Miscellaneous Changes”). See 61 FR 49819 (September 23, 
1996) (proposed Miscellaneous Changes rule). The changes pro- 
posed in the fee revision notice of proposed rulemaking have been 
modified to take into account that the fee revision rule will become 
effective before the Miscellaneous Changes rulemaking. 


Background: 
Statutory Provisions 


Patent fees are authorized by 35 U.S.C. 41 and 35 U.S.C. 376. 
A fifty percent reduction in the fees paid under 35 U.S.C. 41(a) and 
(b) by independent inventors, small business concerns, and non- 
profit organizations who meet prescribed definitions is required by 
35 U.S.C. 41(h). 

Subsection 41(f) of title 35, United States Code, provides that 
fees established under 35 U.S.C. 41(a) and (b) may be adjusted on 
October 1, 1992, and every year thereafter, to reflect fluctuations in 
the Consumer Price Index (CPI) over the previous 12 months. 

Section 10101 of the Omnibus Budget Reconciliation Act of 
1990 (amended by section 8001 of Public Law 103-66) provides 
that there shall be a surcharge on all fees established under 35 
U.S.C. 41(a) and (b) to collect $119 million in fiscal year 1998. 

Subsection 41(d) of title 35, United States Code, authorizes the 
Commissioner to establish fees for all other processing, services, 
or materials related to patents to recover the average cost of 
providing these services or materials, except for the fees for 
recording a document affecting title, for each photocopy, and for 
each black and white copy of a patent. 

Section 376 of title 35, United States Code, authorizes the 
Commissioner to set fees for patent applications filed under the 
Patent Cooperation Treaty (PCT). 

Subsection 41(g) of title 35, United States Code, provides that 
new fee amounts established by the Commissioner under section 
41 may take effect thirty days after notice in the Federal Register 
and the Official Gazette of the Patent and Trademark Office. 
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Section 31 of the Trademark (Lanham) Act of 1946, as amended 
(1S U.S.C. 1113), authorizes the Commissioner to establish fees 
for the filing and processing of an application for the registration 
of a trademark or other mark, and for all other services and 
materials relating to trademarks and other marks. 

Section 31(a) of the Trademark (Lanham) Act of 1946 (15 
U.S.C. 1113(a)), as amended, allows trademark fees to be adjusted 
once each year to reflect, in the aggregate, any fluctuations during 
the preceeding twelve months in the CPI. 

Section 31 also allows new trademark fee amounts to take effect 
thirty days after notice in the Federal Register and the Official 
Gazette of the Patent and Trademark Office. 


Recovery Level Determinations 


This rule adjusts patent fee and trademark service fee amounts 
for a planned recovery of $748,320,000 in fiscal year 1998, as 
proposed in the Administration’s budget request to the Congress. 

The patent statutory fees established by 35 U.S.C. 41(a) and (b) 
will be adjusted on October 1, 1997, to reflect any fluctuations 
occurring during the previous twelve months in the Consumer 
Price Index for all urban consumers (CPI-U). In calculating these 
fluctuations, the Office of Management and Budget (OMB) has 
determined that the PTO should use CPI-U data as determined by 
the Secretary of Labor. However, the Department of Labor does 
not make public the CPI-U until approximately twenty-one days 
after the end of the month being calculated. Therefore, the latest 
CPI-U information available is for the month of June 1997. In 
accordance with previous rulemaking methodology, the PTO uses 
the Administration’s pro‘ected CPI-U for the twelve-month period 
ending September 30, 1997, which is 2.6 percent. Based on this 
projection, patent statutory fees will be adjusted by 2.6 percent. 
Before the final fee schedule is published, the fees may be adjusted 
slightly based on updated data available from the Department of 
Labor. 

Certain non-statutory patent processing fees established under 
35 U.S.C. 41(d) and PCT processing fees established under 35 
U.S.C. 376 will be adjusted to recover their estimated average 
costs in fiscal year 1998. 

Three patent service fees that are set by statute will not be 
adjusted. The three fees that are not being adjusted are assignment 
recording fees, printed patent copy fees and photocopy charge 
fees. 

Certain trademark service fees established under 15 U.S.C. 1113 
will be adjusted to recover their estimated average costs in fiscal 
year 1998. 

The fee amounts were rounded by applying standard arithmetic 
rules so that the amounts rounded would be convenient to the user. 
Fees of $100 or more were rounded to the nearest $10. Fees 
between $2 and $99 were rounded to an even number so that any 
comparable small entity fee would be a whole number. 


Workload Projections 


Determination of workload varies by fee. Principal workload 
projection techniques are as follows: 

Patent application workloads are projected from statistical 
regression models using recent application filing trends. Patent 
issues are projected from an in-house patent production model and 
reflect examiner production achievements and goals. Patent main- 
tenance fee workloads utilize patents issued 3.5, 7.5 and 11.5 years 
prior to payment and assume payment rates of 78 percent, 54 
percent and 32 percent, respectively. Service fee workloads follow 
linear trends from prior years’ activities. 


General Procedures 


Any fee amount that is paid on or after the effective date of the 
fee increase would be subject to the new fees then in effect. For 
purposes of determining the amount of the fee to be paid, the date 
of mailing indicated on a proper Certificate of Mailing or Trans- 
mission, where authorized under 37 CFR 1.8, will be considered to 
be the date of receipt in the PTO. A Certificate of Mailing or 
Transmission under Section 1.8 is not proper for items which are 
specifically excluded from the provisions of Section 1.8. Section 
1.8 should be consulted for those items for which a Certificate of 
Mailing or Transmission is not proper. Such items include, inter 
alia, the filing of national and international applications for patents 
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and the filing of trademark applications. However, the provisions 
of 37 CFR 1.10 relating to filing papers and fees using the 
“Express Mail” service of the United States Postal Service (USPS) 
do apply to any paper or fee (including patent and trademark 
applications) to be filed in the PTO. If an application or fee is filed 
by “Express Mail” with a date of deposit with the USPS (shown by 
the “date in” on the “Express Mail” mailing label) which is dated 
on or after the effective date of the rules, as amended, the amount 
of the fee to be paid would be the fee established by the amended 
rules. 

In order to ensure clarity in the implementation of the new fees, 
a discussion of specific sections is set forth below. 


Discussion of Specific Rules 
37 CFR 1.16 National application filing fees. 
Section 1.16, paragraphs (a), (b), (d), and (f) through (i), is 


revised to adjust fees established therein to reflect fluctuations in 
the CPI. 


37 CFR 1.17 Patent application processing fees. 

Section 1.17, paragraphs (b) through (g), (m), (r) and (s), is 
revised to adjust fees established therein to reflect fluctuations in 
the CPI. 

Section 1.17, paragraphs (j) and (n) through (p), is revised to 
adjust fees established therein to recover costs. 


37 CFR 1.18 Patent issue fees. 


Section 1.18, paragraphs (a) through (c), is revised to adjust fees 
established therein to reflect fluctuations in the CPI. 


37 CFR 1.19 Document supply fees. 


Section 1.19, paragraphs (a)(2) and (a)(3), is revised to adjust 
fees established therein to recover costs. 


37 CFR 1.20 Post-issuance fees. 


Section 1.20, paragraphs (c), (i), and (j), is revised to adjust fees 
established therein to recover costs. 

Section 1.20, paragraphs (e) through (g), is revised to adjust fees 
established therein to reflect fluctuations in the CPI. 


37 CFR 1.21 Miscellaneous fees and charges. 


Section 1.21, paragraphs (a)(1)(ii), (a)(6) and (j), is revised to 
adjust fees established therein to recover costs. 


37 CFR 1.445 International application filing, processing, and 
search fees. 


Section 1.445, paragraph (a), is revised to adjust the fees 
authorized by 35 U.S.C. 376 to recover costs and reflect current 
business practices. 


37 CFR 1.482 International preliminary examination fees. 


Section 1.482, paragraphs (a)(1)(i), (a)(1)(ii), and (a)(2){ii), is 
revised to adjust the fees authorized by 35 U.S.C. 376 to recover 
costs. 

37 CFR 1.492 National stage fees. 


Section 1.492, paragraphs (a), (b) and (d), is revised to adjust 
fees established therein to reflect fluctuations in the CPI. 


37 CFR 2.6 Trademark fees. 


Section 2.6, paragraphs (b)(4) and (b)(10), is revised to adjust 
fees established therein to recover costs. 
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Response to Comments on the Rules 


A notice of proposed rulemaking to adjust patent fee and 
trademark fee service amounts was published in the Federal 
Register on May 7, 1997, at 62 FR 24865 and in the Official 
Gazette of the United States Patent and Trademark Office on May 
27, 1997, at 1198 OG 97. 


Comment: A respondent stated that many of the elements 
comprising the U.S. Department of Labor’s Consumer Price Index 
(CPI) have no effect on PTO’s costs of operation. The respondent 
also stated that fee increases should reflect only that portion of the 
CPI affecting PTO’s costs of operation. 


Response: The PTO is required by law to base its inflationary 
fee increases on fluctuations in the CPI over the twelve months 
prior to the effective date of the fee increase. While it is true that 
some of the elements that constitute the CPI have no effect on the 
cost of operations of the PTO, the CPI itself has considerable 
impact on the PTO. Salary increases for Federal employees have 
increased at rates that closely match the CPI, and employee 
compensation alone accounts for over 55 percent of PTO’s annual 
costs. The PTO, just like any other public or private organization, 
must procure supplies, pay rent and utilities, and incur numerous 
other expenses in the course of operations. Unfortunately, these 
costs rarely decline with each passing year. 


Comment: A respondent stated that the PTO should adjust fees 
that are less than $100 in increments of at least $5 to avoid having 
amounts which make the calculation of fees inconvenient to the 
users. 


Response: In the Recovery Level Determinations section of this 
tule package, it states that “Fees between $2 and $99 were rounded 
to an even number so that any comparable small entity fee would 
be a whole number.” This rounding methodology enables the PTO 
to set large and small entity fee amounts which are convenient 
overall to the users. 


Other Considerations 


This rulemaking contains no information collection within the 
meaning of the Paperwork Reduction Act of 1995, 44 U.S.C. 3501 
et seq. This rule has been determined to be not significant for 
purposes of Executive Order 12866. The PTO has determined that 
this rule change has no Federalism implications affecting the 
relationship between the National Government and the States as 
outlined in Executive Order 12612. 

The Assistant General Counsel for Legislation and Regulation 
of the Department of Commerce has certified to the Chief Counsel 
for Advocacy, Small Business Administration, that the rule change 
would not have a significant impact on a substantial number of 
small entities (Regulatory Flexibility Act, 5 U.S.C. 605(b)). The 
rule change increases fees to reflect the change in the CPI as 
authorized by 35 U.S.C. 41(f). Further, the principal impact of the 
major patent fees has already been taken into account in 35 U.S.C. 
41(h), which provides small entities with a fifty percent reduction 
in the major patent fees. 

A comparison of existing and new fee amounts is included as an 
Appendix to this final rule. 


Lists of Subjects 
37 CFR Part | 


Administrative practice and procedure, Inventions and patents, 
Reporting and record keeping requirements, Small businesses. 


37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, Trade- 
marks 


For the reasons set forth in the preamble, the PTO is amending 
title 37 of the Code of Federal Regulations, Parts 1 and 2, as set 
forth below. 
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Part 1 - Rules of Practice in Patent Cases 


1. The authority citation for 37 CFR Part 1 would continue to read 
as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.16 is amended by revising paragraphs (a), (b), (d), and 
(f) through (i)to read as follows: 


$1.16 National application filing fees. 


(a) Basic fee for filing each application for an original patent, 
except provisional, design or plant applications: 


BOF Ue I CE TID ses scomissnccnscacepectzenscssorensesnd $395.00 
By other than a small entity 


(b) In addition to the basic filing fee in an original application, 
except provisional applications, for filing or later presentation of 
each independent claim in excess of 3: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


EK 


(d) In addition to the basic filing fee in an original application, 
except provisional applications, if the application contains, or is 
amended to contain, a multiple dependent claim(s), per applica- 
tion: 


By a smail entity (§ 1.9(f)) 
By other than a small entity 


KK RK 


(f) Basic fee for filing each design application 


By a small entity (§ 1.9(f)) 
By other than a small entity ..........:.<0.cc-cscsesesecsssevesseseses $330.00 


(g) Basic fee for filing each plant application, except provisional 
applications: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(h) Basic fee for filing each reissue application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(i) In addition to the basic filing fee in a reissue application, for 
filing or later presentation of each independent claim which is in 
excess of the number of independent claims in the original patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


KKK 


3. Section 1.17 is amended by revising paragraphs (b) through (g), 
(j), (m) through (p), (r), and (s) to read as follows: 


$1.17 Patent application processing fees. 


KKKKK 


(b) Extension fee for response within second month pursuant to § 
1.136(a): 


Tr Oe TE I GE NGI assis ssecinsiccinsircicencntensrnivtn $200.00 
By other than a small entity 


(c) Extension fee for response within third month pursuant to § 
1.136(a): 


194-362 D-01 -- 4 :QL3 
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By w amma cmntltg: CG UBUD) ni cceicnacssciciccsiinsicinrecsoncess $475.00 
By other than a small entity 


(d) Extension fee for response within fourth month pursuant to § 
1.136(a): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(e) For filing a notice of appeal from the examiner to the Board of 
Patent Appeals and Interferences: 


By a small entity (§ 1.9(f)) .---$ 155.00 
By other than a small entity ......0.............csccscsseseeseeeeees $310.00 


(f) In addition to the fee for filing a notice of appeal, for filing a 
brief in support of an appeal: 


By a small entity (§ 1.9 (f)) 
By other than a small entity 


(g) For filing a request for an oral hearing before the Board of 
Patent Appeals and Interferences in an appeal under 35 U.S.C. § 
134: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


RE 


(j) For filing a petition to institute a public use proceeding under § 
92 $1,510.00 


KKK 

(m) For filing a petition: 
(1) For revival of an unintentionally abandoned application, or 
(2) For the unintentionally delayed payment of the fee for 


issuing a patent: 


By a small entity (§ 1.9(f)) . 
By other than a small entity ..................ccseeeseceeeeeeeees $1,320. 
(n) For requesting publication of a statutory invention registration 
prior to the mailing of the first examiner’s action pursuant to 
1.104--$920.00 reduced by the amount of the application basic 

filing fee paid. 
(0) For requesting publication of a statutory invention registration 
after the mailing of the first examiner’s action pursuant to 
1.104--$1,840.00 reduced by the amount of the application basic 
filing fee paid. 


(p) For submission of an information disclosure statement under § 
PUI oar oircecnostcasienvnstintviocseussnceatinabeaseteasvcees conn eleesadetands $240.00 


KKK 
(r) For entry of a submission after final rejection under § 1.129(a): 


By a small entity (§ 1.9(f)) 
By other than a small entity .. 


(s) For each additional invention requested to be examined under 
§ 1.129(b): 


By a small entity (§ 1.9(f)) ...........cscsecsecsesesseseseseenenees $395.00 
By other than a small entity 


4. Section 1.18 is revised to read as follows: 
§ 1.18 Patent issue fees. 


(a) Issue fee for issuing each original or reissue patent, except a 
design or plant patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 
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(b) Issue fee for issuing a design patent: 


..-5225.00 
$450.00 


By a small entity (§ 1.9(f)) .... 
By other than a small entity 


(c) Issue fee for issuing a plant patent: 


BP Oe OE OU CE GEEDD cncesscccncicinscieiesessocsonscinacsesciil $335.00 
By other than a small entity ..................sccccsssssseseessseesees $670.00 


5. Section 1.19 is amended by revising paragraphs (a)(2) and (a)(3) 
to read as follows: 


§ 1.19 Document supply fees. 
err 
(2) Printed copy of a plant patent in color $15.00 
(3) Copy of a utility patent or statutory invention registration 
containing color drawing (see 1.84(a)(2)) .......c.scscecsseeeeee $25.00 


RKEK 


6. Section 1.20 is amended by revising paragraphs (c), (e) through 
(g), (i)(1), (i)(2), and (j)(1) through (j)(3) to read as follows: 


§ 1.20 Post issuance fees. 


ee 


(c) For filing a request for reexamination (§ 1.510(a)) .$2,520.00 


RRKE 


(e) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after December 
12, 1980, in force beyond four years; the fee is due by three years 
and six months after the original grant: 


By a small entity (§ 1.9(f)) : 
By other than a small entity 0.0.0.0... cccssesseeseeeeees $1,050.00 


(f) For maintaining an original or reissue patent, except a design or 
plant patent, based on an application filed on or after December 12, 
1980, in force beyond eight years; the fee is due by seven years 
and six months after the original grant: 


By a small entity (§ 1.9(f)) $1,050.00 
By other than a small entity ..0..............ccccscseseeeeeeeeeees $2,100.00 


(g) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after December 
12, 1980, in force beyond twelve years; the fee is due by eleven 
years and six months after the original grant: 


By a small entity (§ 1.9(f)) $1,580.00 
By other than a small entity ..0....0........:ccceseseeseeeeeeees $3,160.00 


REESE 
(i) *** 


(i) Unavoidable 
(2) Unintentional 


(j) Om 

(1) Application for extension under § 1.740 

(2) Initial application for interim extension 
under § 1.790 

(3) Subsequent application for interim extension 
under §1.790 


7. Section 1.21 is amended by revising paragraphs (a)(1)(ii), (a)(6) 
and (j) to read as follows: 


§ 1.21 Miscellaneous fees and charges. 


(a) eee 
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(i) 

(ii) Registration examination fee ..............:ccccceseeeees $310.00 
er 

(6) For requesting regrading of an examination under § 10.7(c): 

(i) Regrading of morning section (PTO Practice and 


ROR REE are En rey ANDRA tne See « $230.00 
(ii) Regrading of afternoon section (Claim Drafting) ..$540.00 


(j) Labor charges for services, per hour or fraction thereof .$40.00 


KEKE 


8. Section 1.445 is amended by revising paragraph (a) to read as 
follows: 


§ 1.445 International application filing, processing and search 


fees. 


(a) The following fees and charges for international applications 
are established by the Commissioner under the authority of 35 
U.S.C. 376: 


(1) A transmittal fee (see 35 U.S.C. 361(d) and PCT 
a ID aici cidesiice cise eninanicenicscsins $240.00 

(2) A search fee (see 35 U.S.C. 361(d) and PCT Rule 16): 

(i) Where a corresponding prior United States National appli- 
cation filed under 35 U.S.C. 111(a) with the filing fee under 37 
CFR 1.16(a) has been filed 

(ii) For all situations not provided for in (a)(2)(i) of this 


(3) A supplemental search fee when required, per additional 
RIND cesses taevesakcinisieie tannins eciaSiseabedeieiapiccnicieoaaesae oan $210.00 


ok OR RK 


9. Section 1.482 is amended by revising paragraphs (a)(1)(i), 
(a)(1)(ii), and (a)(2)(ii) to read as follows: 


§ 1.482 International preliminary examination fees. 
(a) OF 


(1) *** 


(i) Where an international search fee as set forth in § 1.445(a)(2) 
has been paid on the international application to the United States 
Patent and Trademark Office as an International Searching Author- 
ity, a preliminary examination fee of $490.00 

(ii) Where the International Searching Authority for the inter- 
national application was an authority other than the United States 
Patent and Trademark Office, a preliminary examination fee 


(ii) Where the International Searching Authority for the inter- 
national application was an authority other than the United States 
Patent and Trademark Office 


RK 


10. Section 1.492 is amended by revising paragraphs (a), (b), and 
(d) to read as follows: 


§ 1.492 National stage fees. 


REKKK 


(a) The basic national fee: 

(1) Where an international preliminary examination fee as set 
forth in § 1.482 has been paid on the international application to 
the United States Patent and Trademark Office: 
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Br A NIE, BID ivesaiccanesesccesencensscomsenianvenssbal $360.00 
By other than a simall entity ..............:..cccccscceseorerssssserees $720.00 


(2) Where no international preliminary examination fee as set 
forth in § 1.482 has been paid to the United States Patent and 
Trademark Office, but an international search fee as set forth in § 
1.445(a)(2) has been paid on the international application to the 
United States Patent and Trademark Office as an International 
Searching Authority: 


Mh Wh WUE UNI Ch BY aaa nists csesecsnascesoscnsees $395.00 
By other than a small entity $790.00 


(3) Where no international preliminary examination fee as set 
forth in § 1.482 has been paid and no international search fee as set 
forth in § 1.445(a)(2) has been paid on the international application 
to the United States Patent and Trademark Office: 


Ber a Ue amie 4B UN GODD: iiccinccsssssecncenvsecscinvesesnsvcsiceces $535.00 
By other than a small entity $1,070.00 


(4) Where an international preliminary examination fee as set 
forth in § 1.482 has been paid to the United States Patent and 
Trademark Office and the international preliminary examination 
report states that the criteria of novelty, inventive step (non- 
obviousness), and industrial applicability, as defined in PCT 
Article 33 (1) to (4) have been satisfied for all the claims presented 
in the application entering the national stage (see § 1.496(b)): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


$49.00 
$98.00 


(5) Where a search report on the international application has 
been prepared by the European Patent Office or the Japanese 
Patent Office: 


....$465.00 
$930.00 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) In addition to the basic national fee, for filing or later 
presentation of each independent claim in excess of 3: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


$41.00 
$82.00 
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RKEK 


(d) In addition to the basic national fee, if the application contains, 
or is amended to contain, a multiple dependent claim(s), per 
application: 


By SURE COIR CE TID ia oevscceecnvecesvecesenenecsevnrecncvenes $135.00 
By Other than @ srmall Cqtity .............cccccccsccssocoreseroosnceses $270.00 


KRKEK 


Part 2 - Rules of Practice in Trademark Cases 


1. The authority citation for 37 CFR Part 2 would continue to 
read as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 


2. Section 2.6 is amended by revising paragraphs (b)(4) and 
(b)(10) to read as follows: 


§ 2.6 Trademark fees. 


RRKK 


(b) Trademark service fees. 
KKK 


(4) Certified copy of a registered mark, showing title and/or 
status: 


(i) Regular service 

Cit) BON CRE DET VNE oases nse sscccccncsssascesesnersconscoinces $30.00 
**KKK 

(10) Labor charges for services, per hour or fraction 
thereof 


EXE 

July 22, 1997 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 

Commissioner of Patents and Trademarks 





NOTE- The following appendix is provided as a courtesy to the public, but is not a substitute for the rules. 
It will not appear in the Code of Federal Regulations. 


Appendix A - Comparison of Existing and Revised Fee Amounts 





37 CFR Sec. DESCRIPTION 


Pre-Oct 1997 





.16(a) 
.16(a) 
.16(b) 
.16(b) 
-16(c) 
-16(c) 
.16(d) 
.16(d) 


Basic Filing Fee 

Basic Filing Fee (Small Entity) 
Independent Claims 

Independent Claims (Small Entity) 
Claims in Excess of 20 

Claims in Excess of 
Multiple Dependent Claims 
Multiple Dependent Claims 
(Small Entity) 

Surcharge - Late Filing Fee 
Surcharge - Late Filing Fee 
(Small Entity) 

Design Filing Fee 

Design Filing Fee (Small Entity) 
Plant Filing Fee 

Plant Filing Fee (Small Entity) 
Reissue Filing Fee 

Reissue Filing Fee (Small Entity) 
Reissue Independent Claims 
Reissue Independent Claims 
(Small Entity) 

Reissue Claims in Excess of 
Reissue Claims in Excess of 
(Small Entity) 

Provisional Application Filing Fee 


.16(e) 
.16(e) 


-16(f) 
.16(f) 
16(g) 
-16(g) 
.16(h) 
.16(h) 
.16(1) 
.16(i) 


20 
20 


.16(j) 
16(j) 


-16(k) 


20 (Small Entity) 


$770 
$385 
$80 
$40 
$22 
$11 
$260 
$130 


$130 
$65 


$320 
$160 
$530 
$265 
$770 
$385 

$80 

$40 


$22 


$11 


$150 
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37 CFR Sec. DESCRIPTION Pre-Oct 1997 Oct 1997 





1.16(k) Provisional Application Filing Fee 
(Small Entity) 
161) Surcharge - Incomplete Provisional 
App. Filed 
.16(1) Surcharge - Incomplete Provisional 
App. Filed (Small Entity) 
.17(a) Extension - First Month $110 - 
17(a) Extension - First Month $55 - 
(Small Entity) 
.17(b) Extension - Second Month $390 $400 
.17(b) Extension - Second Month $195 $200 
(Small Entity) 
.17(c) Extension - Third Month $930 $950 
17(c) Extension - Third Month $465 $475 
(Small Entity) 
.17(d) Extension - Fourth Month $1,470 $1,510 
.17(d) Extension - Fourth Month $735 $755 
(Small Entity) 
.17(e) Notice of Appeal $300 $310 
.17(e) Notice of Appeal (Small Entity) $150 $155 
-17(f) Filing a Brief $300 $310 
.17(f) Filing a Brief (Small Entity) $150 $155 
.17(g) Request for Oral Hearing $260 $270 
.17(g) Request for Oral Hearing $130 $135 
(Small Entity) 
.17(h) Petition - Not All Inventors $130 
.17(h) Petition - Correction of Inventorship $130 
.17(h) Petition - Decision on Questions $130 
.17(h) Petition - Suspend Rules $130 
-17(h) Petition - Expedited License $130 
.17(h) Petition - Scope of License $130 
.17(h) Petition - Retroactive License $130 
.17(h) Petition - Refusing Maintenance Fee $130 
.17(h) Petition - Refusing Maintenance Fee $130 
Expired Patent 
-17(h) Petition - Interference $130 
.17(h) Petition - Reconsider Interference $130 
.17(h) Petition - Late Filing of Interference $130 
.20(b) Petition - Correction of Inventorship $130 
17(h) Petition - Refusal to Publish SIR $130 
-17(i) Petition - For Assignment $130 
-17(i) Petition - For Application $130 
.17(i) Petition - Late Priority Papers $130 
.17(i) Petition - Suspend Action $130 
.17(i) Petition - Divisional Reissues to $130 
Issue Separately 
17(i) Petition - For Interference Agreement $130 
-17(i) Petition - Amendment After Issue $130 
.17(i) Petition - Withdrawal After Issue $130 
.17(i) Petition - Defer Issue $130 
.17(i) Petition - Issue to Assignee $130 
-17(i) Petition - Accord a Filing Date $130 
Under § 1.53 
-17(i) Petition - Accord a Filing Date $130 
Under § 1.62 
.17(i) Petition - Make Application Special $130 - 
.17(j) Petition - Public Use Proceeding $1,470 $1,510 
17(k) Non-English Specification $130 - 
17(1) Petition - Revive Abandoned Appl. $110 - 
17) Petition - Revive Abandoned Appl. $55 - 
(Small Entity) 
.17(m) Petition - Revive Unintentionally $1,290 $1,320 
Abandoned Appl 
17(m) Petition - Revive Unintent $645 $660 
Abandoned Appl. (Small Entity) 
.17(n) SIR - Prior to Examiner’s Action $900 $920 
.17(0) SIR - After Examiner’s Action $1,790 $1,840 
-17(p) Submission of an Information $230 $240 
Disclosure Statement (1.97) 
17(q) Petition - Correction of Inventorship $50 
(Prov. App.) 
.17(q) Petition - Accord a filing date $50 
(Prov. App.) 
17(q) Petition - Entry of submission after $50 
final rejection (Prov. App.) 
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37 CFR Sec. DESCRIPTION Pre-Oct 1997 Oct 1997 





1.17(r) Filing a submission after final $770 $790 
rejection (§ 1.129(a)) 
1.17(r) Filing a submission after final $385 $395 
rejection (§ 1.129(a)) (Small Entity) 
1.17(s) Per add’! invention to be examined $770 $790 
(§ 1.129(b)) 
1.17(s) Per add’! invention to be examined $385 $395 
(§ 1.129(b)) (Small Entity) 
.18(a) Issue Fee $1,290 $1,320 
.18(a) Issue Fee (Smail Entity) $645 $660 
.18(b) Design Issue Fee $440 $450 
-18(b) Design Issue Fee (Smal! Entity) $220 $225 
.18(c) Plant Issue Fee $650 $670 
-18(c) Plant Issue Fee (Small Entity) $325 $335 
-19(a)(1)G) Copy of Patent $3 - 
-19(a)(1 Gi) Patent Copy - Overnight delivery to $6 
PTO Box or overnight fax 
-19(a)(1 (iii) Patent Copy Ordered by Expedited $25 
Mailor Fax - Exp. service 
.19(a)(2) Plant Patent Copy $12 
.19(a)(3)(i) Copy of Utility Patent or SIR in $24 
Color 
.19(b)(1)(i) Certified Copy of Patent Application 
as Filed 
-19(b)(1 (ii) Certified Copy of Patent Application 
as Filed, Expedited 
19(b)(2) Cert. or Uncert. Copy of Patent- 
Related File Wrapper/Contents 
.19(b)(3) Cert. or Uncert. Copies of Office 
Records, per Document 
.19(b)(4) For Assignment Records, 
Abstract of Title and Certification 
.19(c) Library Service 
.19(d) List of Patents in Subclass 
.19(e) Uncertified Statement-Status of 
Maintenance Fee Payment 
.19(f) Copy of Non-U.S. Patent Document 
.19(g) Comparing and Certifying Copies, 
Per Document, Per Copy 
.19(h) Duplicate or Corrected Filing Receipt $25 
.20(a) Certificate of Correction $100 - 
.20(c) Reexamination $2,460 $2,520 
.20(d) Statutory Disclaimer $110 - 
.20(d) Statutory Disclaimer (Small Entity) $55 - 
.20(e) Maintenance Fee - 3.5 Years $1,020 $1,050 
20(e) Maintenance Fee - 3.5 Years $510 $525 
(Small Entity) 
.20(f) Maintenance Fee - 7.5 Years $2,050 $2,100 
.20(f) Maintenance Fee - 7.5 Years $1,025 $1,050 
(Small Entity) 
.20(g) Maintenance Fee - | 
.20(2) Maintenance Fee - | 
(Small Entity) 
.20(h) Surcharge - Maintenance Fee - 6 $130 
Months 
.20(h) Surcharge - Maintenance Fee - 6 $65 
Months 
(Small Entity) 
.20(1)(1) Surcharge - Maintenance After $680 $700 
Expiration - Unavoidable 
.20(1)(2) Surcharge - Maintenance After $1,600 $1,640 
Expiration - Unintentional 
.20())(1) Extension of Term of Patent $1,090 $1,120 
Under § 1.740 
-20(j(2) Initial Application for Interim $410 $420 
Extension Under § 1.790 
.20(j)(3) Subsequent Application for Interim $210 $220 
Extension Under § 1.790 
.21(a)(1 (i) Application Fee (non-refundable) $40 - 
.21(a)(1)(ii) Registration examination fee $300 $310 
.21(a)(2) Registration to Practice $100 - 
.21(a)(3) Reinstatement to Practice $40 
.21(a)(4) Certificate of Good Standing $10 
.21(a)(4) Certificate of Good Standing, $20 
Suitable Framing 
1.21(a)(5) Review of Decision of Director, OED $130 


ears $3,080 $3,160 
2ars $1,540 $1,580 


1.5 
1.5 


¥ 
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37 CFR Sec. 


DESCRIPTION 


Pre-Oct 1997 


Oct 1997 





1.21(a)(6)(i) 
1.21(a)(6)(ii) 


1.21(b)(1) 
1.21(b)(2) 


1.21(b)(3) 


1.21(c) 
1.21(d) 
1.21(e) 
1.21(g) 
1.21(h) 
1.21(i) 
1.21(j) 
1.21(k) 
1.21(k) 
1.21(1) 
1.21(m) 
1.21(n) 


1.21(0) 


1.24 

1.296 
1.445(a)(1) 
1.445(a)(2)(i) 


1.445(a)(2)(ii) 


1.445(a)(3) 
1.482(a)(1)(i) 
1.482(a)(1 (ii) 
1.482(a)(2)(i) 
1.482(a)(2)(ii) 
1.492(a)(1) 
1.492(a)(1) 


1.492(a)(2) 
1.492(a)(2) 
1.492(a)(3) 
1.492(a)(3) 
1.492(a)(4) 
1.492(a)(4) 
1.492(a)(5) 
1.492(a)(5) 


1.492(b) 
1.492(b) 


1.492(c) 
1.492(c) 


1.492(d) 
1.492(d) 


1.492(e) 
1.492(e) 
1.492(f) 
2.6(a)(1) 
2.6(a)(2) 
2.6(a)(3) 
2.6(a)(4) 


2.6(a)(5) 
2.6(a)(6) 


2.6(a)(7) 
2.6(a)(8) 
2.6(a)(9) 


2.6(a)(10) 


Regrading of A.M. section 

(PTO Practice and Procedure) 
Regrading of P.M. section 

(Claim Drafting) 

Establish Deposit Account 

Service Charge Below Minimum 
Balance 

Service Charge Below Minimum 
Balance 

Filing a Disclosure Document 

Box Rental 

International Type Search Report 
Self-Service Copy Charge 
Recording Patent Property 
Publication in the OG 

Labor Charges for Services 
Unspecified Other Services 
Terminal Use APS-CSIR (per hour) 
Retaining abandoned application 
Processing Returned Checks 
Handling Fee - Incomplete 
Application 

Terminal Use APS-TEXT 
Coupons for Patent and Trademark 
Copies 

Handling Fee - Withdrawal SIR 
Transmittal Fee 

PCT Search Fee - Prior U.S. 
Application 

PCT Search Fee - No U.S. 
Application 

Supplemental Search 

Preliminary Exam Fee 

Preliminary Exam Fee 

Additional Invention 

Additional Invention 

Preliminary Examining Authority 
Preliminary Examining Authority 
(Small Entity) 

Searching Authority 

Searching Authority (Small Entity) 
PTO Not ISA nor IPEA 

PTO Not ISA nor IPEA (Small 
Entity) 

Claims - IPEA 

Claims - IPEA (Small Entity) 
Filing with EPO/JPO Search Report 
Filing with EPO/JPO Search Report 
(Small Entity) 

Claims - Extra Individual (Over 3) 
Claims - Extra Individual (Over 3) 
(Small Entity) 

Claims - Extra Total (Over 20) 
Claims - Extra Total (Over 20) 
(Small Entity) 

Claims - Multiple Dependents 
Claims - Multiple Dependents 
(Small Entity) 

Surcharge 

Surcharge (Small Entity) 

English Translation - After 20 
Months 

Application for Registration, Per 
Class 

Amendment to Allege Use, Per Class 
Statement of Use, Per Class 
Extension for Filing Statement of 
Use, Per Class 

Application for Renewal, Per Class 
Surcharge for Late Renewal, Per 
Class 

Publication of Mark Under § 12(c), 
Per Class 

Issuing New Certificate of 
Registration 

Certificate of Correction of 
Registrant’s Error 

Filing Disclaimer to Registration 


$225 
$530 


$10 
$25 


$25 


$10 
$50 
$40 
$.25 
$40 
$25 
$30 
Actual Cost 
$50 
$130 
$50 
$130 


$40 


$3 
$130 
$230 
$440 


$680 


$200 
$480 
$730 
$140 
$260 
$700 
$350 


$770 
$385 
$1,040 
$520 
$96 
$48 
$910 
$455 


$80 
$40 


$22 


$11 


$260 
$130 
$130 

$65 
$130 
$245 
$100 
$100 
$100 


$300 
$100 


$100 
$100 
$100 
$100 


$230 


$540 
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37 CFR Sec. DESCRIPTION Pre-Oct 1997 Oct 1997 
2.6(a)(11) Filing Amendment to Registration $100 - 
2.6(a)(12) Filing Afffidavit Under Section 8, $100 : 
Per Class 
2.6(a)(13) Filing Affidavit Under Section 15, $100 
Per Class 
2.6(a)(14) Filing Affidavit Under Sections $200 
8 & 15, Per Class 
2.6(a)(15) Petitions to the Commissioner $100 
2.6(a)(16) Petition to Cancel, Per Class $200 
2.6(a)(17) Notice of Opposition, Per Class $200 . 
2.6(a)(18) Ex Parte Appeal to the TTAB, Per $100 - 
Class 
2.6(a)(19) Dividing an Application, 
Per New Application Created $100 
2.6(b)(1)(i) Copy of Registered Mark $3 
2.6(b)(1)(ii) Copy of Registered Mark, $6 
overnight delivery to PTO box or fax 
2.6(b)(1 )Giii) Copy of Reg. Mark Ordered Via Exp. $25 
Mail or Fax, Exp. Svc. 
2.6(b)(2)(i) Certified Copy of TM Application $15 
as Filed 
2.6(b)(2)(ii) Certified Copy of TM Application $30 - 
as Filed, Expedited 
2.6(b)(3) Cert. or Uncert. Copy of $50 
TM-Related File Wrapper/Contents 
2.6(b)(4)(i) Cert. Copy of Registered Mark, $10 $15 
Title or Status 
2.6(b)(4)(ii) Cert. Copy of Registered Mark, $20 $30 
Title or Status - Expedited 
2.6(b)(5) Certified or Uncertified Copy of $25 
TM Records 
2.6(b)(6) Recording Trademark Property, $40 
Per Mark, Per Document 
2.6(b)(6) For Second and Subsequent Marks $25 
in Same Document 
2.6(b)(7) For Assignment Records, Abstracts of $25 
Title and Cert. 
2.6(b)(8) Terminal Use X-SEARCH $40 - 
2.6(b)(9) Self-Service Copy Charge $0.25 - 
2.6(b)(10) Labor Charges for Services $30 $40 
2.6(b)(11) Unspecified Other Services Actual Cost - 





-These fees are not affected by this rulemaking. 


[1201 OG 63] 





(77) DEPARTMENT OF COMMERCE 


Patent and Trademark Office 
37 CFR Part 2 


Patent and Trademark Automated Search System Fees 
Agency: Patent and Trademark Office, Commerce 
Action: Listing of suspension of final rule 


Summary: The Patent and Trademark Office (Office), on December 
11, 1989, amended the rules of practice in patent and trademark 
cases, Parts | and 2 of Title 37, Code of Federal Regulations, 
setting forth the fees for public access to the Office’s text data 
bases: the Automated Patent System (APS) and the automated 
trademark search system (T-Search). 54 FR 50942. That final rule 
became effective on February 12, 1990. On that date, 37 CFR 
2.6(w), dealing with T-Search fees, took effect, but was immedi- 
ately suspended by the Commissioner. 


The collection of the fee was initially suspended to permit users 
to become familiar with the T-Search system. The T-Search system 
has been available to the public since April 1989, a sufficient time 
for users to become familiar with the system. Therefore, as 
provided in the final rule, the Office now gives notice that the 
suspension is lifted. The Office will begin to collect the fees set 
forth in 37 CFR 2.6(w) sixty (60) days from the date of this notice. 


Cost estimates based on usage and actual costs are available for 
inspection in the Office of Long-Range Planning and Evaluation, 
Room 507, Crystal Park 1, Crystal Drive, Arlington, Virginia. 


Dates: The suspension of 37 CFR 2.6(w) is lifted as of Nov. 13, 
1990. The collection of fees under 37 CFR 2.6(w) will begin on 
November 13, 1990 


For Further Information Contact: Frances Michalkewicz by 
telephone at (703) 557-1610 or by mail to her attention and 
addressed to the Commissioner of Patents and Trademarks, Wash- 
ington, D.C. 20231. 
September 4, 1990 HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 

of Patents and Trademarks 


[1119 OG 6] 





(78) Deposit Account Authorizations 


The rules of practice were amended effective Oct. 1, 1982, at 37 
CFR 1.25(b) to state that: “A general authorization to charge all 
fees, or only certain fees, set forth in §§ 1.16 to 1.18 to a deposit 
account may be filed in an individual application, either for the 
entire pendency of the application or with respect to a particular 
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paper filed.” A general authorization would not apply to document 
supply fees under § 1.19, such as those required for certified 
copies; to post-issuance fees under § 1.20 such as those required 
for maintenance fees; or to miscellaneous fees and charges under 
§ 1.21, such as assignment recording fees. 


Many applications filed prior to Oct. 1, 1982, contain broad 
language authorizing any additional fees which might have been 
due to be charged to a deposit account. The Patent and Trademark 
Office does not interpret such broad authorizations, filed in an 
application on or after Oct. 1, 1982, will be interpreted as 
authorization to charge the issue fee; as well as any other fee set 
forth in §§ 1.16, 1.17 or 1.18. Fees under sections §§ 1.19, 1.20 
and 1.21 will not be charged as a result of a general authorization 
under section 1.25. 


It is recommended that authorizations to charge fees to deposit 
accounts include reference to the particular fees or fee sections of 
the rules which applicant intends to authorize. For example, if 
filing and processing fees under §§ 1.16 and 1.17 only are intended 
to be included in the authorization, and not the issue fee under § 
1.18, the authorization could read: “The Commissioner is hereby 
authorized to charge any fees under 37 CFR 1.16 and 1.17 which 
may be required during the entire pendency of the application to 
Deposit Account No. .” Such an authorization would 
clearly exclude issue fees under 37 CFR 1.18 while including all 
the filing and processing fees listed in 37 CFR 1.16 and 1.17. 
Similarly, if it were intended to authorize the charging of fees 
relating only to a specific paper, the authorization could read “The 
Commissioner is hereby authorized to charge any fees under 37 
CFR 1.16 and 1.17 which may be required by this paper to Deposit 
Account No. .” Such authorizations would cover situa- 
tions in which a check to cover a filing and processing fee under 
37 CFR 1.16 and 1.17 was omitted or was for an amount less than 
the amount required. 


It is extremely important that the authorization be clear and 
unambiguous. If applicants file authorizations which are ambigu- 
ous and which deviate from the usual forms of authorizations, the 


Office may not interpret the authorizations in the manner appli- 
cants intend. In such cases applicants could be subject to further 
expenses, petitions, etc. in order to correct fees which were not 
charged as intended due to an ambiguous authorization. 


July 1, 1983 GERALD J. MOSSINGHOFF 


Commissioner of Patents 
and Trademarks 


[1032 OG 32] 





Deposit Account Authorization to 
Charge Issue Fee 


This notice supplements the Official Gazette notice, dated July 
1, 1983, published at 1032 O.G. 33 on July 26, 1983. 


The rules of practice were amended effective Oct. 1, 1982, at 37 
CFR 1.25(b) to state that: “A general authorization to charge all 
fees, or only certain fees, set forth in 37 CFR 1.16 to 1.18 toa 
deposit account may be filed in an individual application, either for 
the entire pendency of the application or with respect to a 
particular paper filed.” 


The Patent and Trademark Office will treat broad language to 
“charge any additional fees which may be required at any time 
during the prosecution of the application” as authorization to 
charge the issue fee on applications filed on or after Oct. 1, 1982. 


RENE D. TEGTMEYER 
Assistant Commissioner for Patents 


Sept. 30, 1988 


[1095 OG 44} 


OFFICIAL GAZETTE 
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(80) Unpaid Fee Checks 


Beginning Dec. 1, 1987, the Office will change the procedure 
for handling fee checks of attorneys and agents that are returned to 
the Office unpaid. Presently, when a check submitted as payment 
for an application, a processing, an issue or any other fee is 
returned to the Office unpaid, the Office of Finance sends a letter 
to the attorney or agent who represents the applicant, or to the 
applicant if unrepresented by an attorney or agent, enclosing the 
check and calling attention to the fact that the check was returned 
unpaid. Beginning Dec. 1, 1987, the Office of Finance will send a 
copy of its letter to the applicant if the letter is addressed to an 
attorney or agent. The prohibition of 37 CFR §§ 1.33 and 2.18 
against double correspondence is waived in view of the submis- 
sion of a check that is returned unpaid to the Office. 

A registered patent attorney or agent who repeatedly submits 
checks that are returned unpaid through no fault of the bank may 


expect to have the matter referred to the Office of Enrollment and 
Discipline. 


Oct. 5, 1987 DONALD W. PETERSON 


Deputy Commissioner 


[1083 OG 44] 





Certain Fees to be Adjusted 


The House and Senate passed on November 19, 1999, the 
American Inventors Protection Act of 1999 as part of the confer- 
ence report (H. Rpt. 106-479) on H.R. 3194, Consolidated Appro- 
priations Act, Fiscal Year 2000. The text of the American Inventors 
Protection Act of 1999 is contained in Title IV of S. 1948, the 
Intellectual Property and Communications Omnibus Reform Act 
of 1999, which is incorporated by reference in Division B of the 
conference report. This bill contains language that will decrease 
certain patent fees and increase certain trademark fees as shown 
below. The President is expected to sign the legislation. However, 
the Patent and Trademark Office (PTO) does not know when the 
President will sign the legislation. 


A final rule amending the rules of practice in patent and 
trademark cases to indicate the new fee amounts will be published 
in the Federal Register. This notice constitutes the publication 
requirement for the Official Gazette of the Patent and Trademark 
Office. The final rule and the new PTO fee schedule will be posted 
to the PTO Web site in the near future. 


The effective date for the amendments to the fee amounts in 37 
CFR 1.16, 1.20, and 1.492 (shown in bold) will be 30 days after 
the enactment date of H.R. 3194 (S. 1948), that is, 30 days after the 
President signs the legislation. The effective date for the amend- 
ments to the fee amounts in 37 CFR 1.17 and 2.6 (shown in italics) 
will be January 10, 2000. 


Section 1.53(d), which relates to a continued prosecution 
application (CPA), is not being revised by H.R. 3194 (S. 1948). 
However, it should be noted that section 1.53(d)(3) requires 
payment of the basic filing fee as set forth in 37 CFR 1.16. 


Patent and trademark customers are responsible for paying the 
correct fee amounts. We advise our customers to refer to the 
official PTO Web site (www.uspto.gov), or contact the PTO 
General Information Services Division at (703) 308-4357 or (800) 
PTO-9199 for the most current fee amounts and information. 
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(82) 
Patent Fees 
37 CFR Sec. Description Current Fee New Fee 
Amount Amount 
1.16(a) Basic filing fee -- Utility $760 $690 
1.16(a) Basic filing fee -- Utility Small Entity) $380 $345 
1.16(a) Basic filing fee -- Utility (CPA) $760 $690 
1.16(a) Basic filing fee -- Utility (CPA) (Small Entity) $380 $345 
1.16(h) Reissue filing fee $760 $690 
1.16(h) Reissue filing fee (Small Entity) $380 $345 
1.16(h) Reissue filing fee (CPA) $760 $690 
1.16(h) Reissue filing fee (CPA) (Small Entity) $380 $345 
1.17(r) Filing a submission after final rejection $760 $690 
(1.129(a)) 
1.17(r) Filing a submission after final rejection $380 $345 
(1.129%(a)) (Small Entity) 
1.17(s) Per additional invention to be examined $760 $690 
(1.129(b)) 
1.17(s) Per additional invention to be examined $380 $345 
(1.129(b)) (Small Entity) 
1.20(e) Maintenance fee - due at 3.5 years $940 $830 
1.20(e) Maintenance fee - due at 3.5 years (Small Entity) $470 $415 
1.492(a)(2) ISA - U.S. $760 $690 
1.492(a)(2) ISA - U.S. (Small Entity) $380 $345 
Trademark Fees 
37 CFR Sec. Description Current Fee New Fee 
Amount Amount 
2.6(a)(1) Application for registration, per class $245 $325 
2.6(a)(4) Extension for filing Statement of Use, per class $100 $150 
2.6(a)(5) Application for renewal, per class $300 $400 
2.6(a)(13) Filing section 15 affidavit, per class $100 $200 
2.6(a)( 16) Petition for cancellation, per class $200 $300 
2.6(a)(17) Notice of opposition, per class $200 $300 





Questions or comments concerning this notice should be forwarded to Matthew Lee by telephone at (703) 305-8051, by e-mail at 
matthew.lee @uspto.gov, or by facsimile at (703) 305-8007, or by mail marked to his attention and addressed to the Commissioner of 
Patents and Trademarks, Office of Finance, Crystal Park 1, Suite 802, Washington, D.C. 20231. 


November 24, 1999 


Q. TODD DICKINSON 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


{1229 OG 12] 





G2 Automatic Refund of Overpayments of $25 


or Less for a Limited Period 


The President signed into law the United States Patent and 
Trademark Office Reauthorization Act, Fiscal Year 1999 (H.R. 
3723, Pub. L. 105-358) on November 10, 1998. It provides for new 
fee amounts under 35 U.S.C. 41 (a) and (b). The PTO published a 
final rule in the Federal Register on December 8, 1998 at 63 Fed. 
Reg. 67578 and in the Official Gazette on December 29, 1998 at 
1217 Off. Gaz. Pat. Office 148 amending the rules of practice in 
patent cases to indicate the new patent the amounts. These fee 
provisions were effective as of November 10, 1998, except for the 
fee amounts in 37 CFR 1.17(r) and (s), and 1.21 (a)(6)(ii), which 
were effective on December 8, 1998. 


Pub. L. 105-358 was enacted without much advance warning 
and many customers, not yet aware of the changes in the fee 
amounts, have overpaid. Many of the fee reductions made by Pub. 
L. 105-358 are $25 or less. Normally, because of the costs 
associated with processing refunds, the PTO refunds the overpay- 
ments of $25 or less only upon request. The PTO, however, will 
waive the requirement of 37 CFR 1.26(a) and automatically 
refund all overpayments of $25 or less paid during the period 
from November 10, 1998 through January 10, 1999. 


If you have any questions about the new patent fees, please 
contact the Patent Assistance Center at (703) 308-4357 or (800) 
PTO-9199. 
Jan. 4, 1999 Q. TODD DICKINSON 
Deputy Assistant Secretary of Commerce 

and Deputy Commissioner of 
Patents and Trademarks 


[1219 OG 42] 





(83) Point-of-Sale Check Conversion Pilot Program 


The Patent and Trademark Office (PTO) is participating in the U.S. 
Department of the Treasury’s Point-of-Sale (POS) Check Conver- 
sion pilot program for certain fee collection activities. The method 
of payments accepted under 37 CFR 1.23 are not changed by this 
notice. Those customers paying in person by checks other than 
cashier's or certified checks may be affected by the POS Check 
Conversion program. The following educational signage will be 
conspicuously displayed at all POS Check Conversion locations: 


This Federal Agency now uses electronic Point-of-Sale Check 
Conversion. Check Conversion uses the information pre-printed 
on your check to initiate an electronic debit from your checking 
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account. This debit will be posted to your checking account 
within one business day and will appear on your next account 
statement as an electronic payment to this Agency. 


To perform Check Conversion, the clerk will run your check 
through a device that can read your account information from 
the check. You will be asked to sign a form authorizing the 
Agency to electronically debit the amount of the transac tion 
from your account. The clerk will stamp your check as “Void 
- Processed by Electronic Funds Transfer” and will return 
your check, authorization and receipt to you. 


The POS Check Conversion pilot will be used in the Patent Search 
Libraries, Patent Search Image Retrieval Facility, Office of Elec- 
tronic Information Products, Office of Public Records, and Trade- 
mark Search Library. The POS Check Conversion program is one 
component of the long-term PTO commitment to enhance financial 
management practices in order to fulfill its fiduciary obligations to 
its many customers. The POS Check Conversion program will 
reduce the processing and collection costs associated with returned 
“unpaid” checks. Customers who do not wish to participate in the 
POS Check Conversion program may submit a method of payment 
other than a check in accordance with 37 CFR 1.23, including 
credit card and cash payments. Questions or comments concerning 
this notice should be forwarded to Matthew Lee by telephone at 
(703) 305-8051, by e-mail at matthew.lee@uspto.gov, or by fax at 
(703) 305-8007. 
Sep. 22, 1999 Q. TODD DICKINSON 
Acting Assistant Secretary of Commerce 
and Acting Commissioner of Patents 
and Trademarks 


[1227 OG 81] 





(84) Use of Metric System of Measurements 


in Patent Applications 


The ability of the United States to compete in world trade and 
improve our trade balance is becoming more important and more 
difficult each day as our competitors get stronger. Presently, the 
United States is the only industrial country which has not adopted 
the metric system of weights and measures. The lack of U.S. goods 
being produced and packaged under metric standards results in our 
country being at a competitive disadvantage in world markets. 


To improve our competitiveness, in the 1988 trade bill, Con- 
gress established metric as the Nation’s “preferred system of units 
for United States trade and commerce,” and set a 1992 date for 
Federal agencies to complete their transition to metric uses in 
“procurement, grants and other business related activities”. 


To implement the congressional designation of the metric 
system of measurement for U.S. trade and commerce, the Presi- 
dent on July 25, 1991, issued an Executive Order (Metric Usage in 
Federal Government Programs) for the Federal Government to 
lead the way in metric usage. The Department of Commerce has 
been designated as the lead agency responsible for coordinating 
usage by the Federal Government. 


The Patent and Trademark Office (PTO) does not currently 
require weights and measures in patent applications to be stated in 
the metric system. However, in Section 608.01 of the Manual of 
Patent Examining Procedure, all patent applicants are strongly 
encouraged to use either (1) only metric units or (2) inch-pound 
units together with their metric equivalents, when describing their 
inventions in the specifications of patent applications. 


In the spirit of the Executive Order, the PTO reiterates and 
emphasizes strong encouragement for patent applicants to use the 
metric system of weights and measurements in patent applications. 
At some future time when there has been a sufficient conversion to 
metric usage by U.S. research and development industries, the 
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PTO will consider making it a requirement that patent applicants 

use metric units in patent applications. 

Jan. 15, 1992 HARRY F. MANBECK, Jr. 

Assistant Secretary and Commissioner 
of Patents and Trademarks 
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(85) Applicants Cautioned to File Applications on 


Papers that Comply With Sheet Size/Margin and 
Quality Requirements of 37 CFR 1.52 and 1.84(f) and (g). 


Summary: If an application-as-filed does not meet the sheet 
size/margin and quality requirements of 37 CFR 1.52 and 1.84(f) 
and (g), certified copies of such application may be illegible and/or 
ineffective as priority documents. 


Discussion: The Patent and Trademark Office (PTO) amended 37 
CFR 1.52 and 1.84 in September of 1996 so that application and 
application-related papers (application papers) filed in the PTO 
would be of a paper size/margin and quality to permit the PTO to 
produce reliable electronic records by image and optical character 
recognition (OCR) scanning the application papers. See Miscella- 
neous Changes in Patent Practice, Final Rule Notice, 61 Fed. Reg. 
42790 (August 19, 1996), 1190 Off. Gaz. Pat. Office 67 (September 
17, 1996). The PTO, however, still receives a significant number of 
applications containing papers that do not meet the sheet size/ 
margin and quality requirements of 37 CFR 1.52 and 1.84(f) and 
(g). 


Adverse effect of filing an application on papers that do not comply 
with 37 CFR 1.52 and 1.84(f) and (g) on the quality of any certified 
copy of the application: 


The PTO will not deny a filing date to an application simply 
because it is filed on papers that do not comply with the 
requirements of 37 CFR 1.52 and 1.84(f) and (g). 


When an applicant requests that the PTO provide a certified copy 
of an application-as-filed and pays the fee set forth in 37 CFR 
1.19(b)(1), the PTO will make a copy of the application-as-filed 
from the records in the PICS (or microfilm) database. If papers 
submitted in the application-as-filed are not legible, certified 
copies of the application as originally filed will not be legible. In 
addition, if exception processing (discussed below) is required to 
make the PICS copy, certified copies of the application as 
originally filed may not be legible. 


If papers submitted in the application-as-filed (including any 
transmittal letter or cover sheet) do not meet the sheet size 
requirement of 37 CFR 1.52 and 1.84(f) (e.g., the papers are legal 
size (8 1/2 by 14 inches)), the PTO must reduce such papers to be 
able to image-scan the entire application and record it in the PICS 
database. In addition, if papers submitted in the application-as- 
filed do not meet the quality requirements of 37 CFR 1.52 (e.g., the 
papers are shiny or non-white), the PTO will attempt to enhance 
such papers before scanning (discussed below) to make the 
resulting electronic record in the PICS database more readable. 


If application papers are filed that do not meet sheet size/margin 
and quality requirements, the PTO will require the applicant to file 
substitute papers that do comply with the requirements of 37 CFR 
1.52 and 1.84(f) and (g). The substitute papers submitted in reply 
to the above-mentioned requirement will provide the PTO with an 
image- and OCR-scannable copy of the application for printing the 
application as a patent. The PTO, however, will NOT treat 
application papers submitted after the filing date of an application 
(e.g., a later filed oath or declaration, a translation filed under 37 
CFR 1.52(d), or substitute papers submitted in reply to a require- 
ment to comply with 37 CFR 1.52) as the original disclosure of the 
application for making a certified copy of the application-as-filed 
or any other purpose. That is, even if an applicant subsequently 
files substitute application papers that comply with 37 CFR 1.52 
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and then requests that the PTO provide a certified copy of an 
application-as-filed, paying the fee set forth in 37 CFR 1.19(b)(1), 
the PTO will still make a copy of the application-as-filed from the 
records in the PICS (or microfilm) database, and this database will 
not include the subsequently filed substitute papers in compliance 
with 37 CFR 1.52 and 1.84(f) and (g). 


If the certified copy of an application produced from the PTO’s 
PICS (or microfilm) database is illegible, the applicant may pay 
the fee set forth in 37 CFR 1.19(b)(2) (currently $150.00) and 
request that the PTO obtain the application file and produce a 
certified copy of the application by photocopying the application- 
as-filed as contained in the application file. The special handling 
required to produce a certified copy of the application from the 
papers in the application file will also cause a delay in when a 
certified copy is available. 


Recurring situations in which application papers cause problems 
during scanning of an application: 


The PTO performs exception processing when scanning applica- 
tion papers that do not comply with sheet size/margin and quality 
requirements. As the PTO uses high-quality scanning equipment, 
the PTO is often (through exception processing) able to make a 
readable electronic image record of an application even when the 
application papers do not comply with these requirements. Nev- 
ertheless, even if PTO is able to make a readable electronic image 
record of such an application, this exception processing is a burden 
on the PTO and delays the initial processing (and thus examina- 
tion) of the application. 


The following is a list of recurring situations in which application 
papers cause problems when the papers are scanned to make an 
electronic record in the PICS database: 


(1) Applications are filed with legal size (8 1/2 by 14) papers 
and/or oversized (blueprint) drawings. The PTO can scan the 
papers to make an electronic record in the PICS database, but the 
resulting images as recorded in the PICS database are reduced. 


(2) Applications are filed on shiny, non-white (background) paper, 
or flimsy paper, on papers having slips or stickers, or on papers 
that are otherwise illegible to an image-scanning equipment. The 
PTO must photocopy the application papers and scan the photo- 
copy to make an electronic record in the PICS database. 


(3) Applications are filed with writing on both sides of the sheets 
of paper. The PTO must photocopy the application papers so that 
the writing is on only one side of the sheet of paper and scan the 
photocopy to make an electronic record in the PICS database. 


(4) Applications are filed with unmounted photographs. The PTO 
must photocopy the photographs and scan the photocopies to make 
an electronic record in the PICS database. 


(5) Applications are filed with two-columned specifications, or 
with non-block fonts. The PTO can image-scan the papers to make 
an electronic record in the PICS database, but the resulting images 
cannot be converted into text by OCR conversion. 


(6) Applications are filed with papers having incorrect margin 
sizes. During office processing of the application, a sticker with the 
filing date of the application is placed in the left margin of the 
papers and the application number is printed on the left margin of 
each page that is scanned. Furthermore, holes are made in the top 
margins of the application papers so that the papers can be affixed 
to the application file. As a result, any text removed or obstructed 
before or during the scanning process will no longer be legible in 
the application. 


(7) Applications, particularly provisional applications, are filed 
with papers that are giued or bound together. The PTO must 
separate the papers to scan the pages, which sometimes damages 
the pages, or photocopy the bound document, and then scan the 
photocopy to make an electronic record in the PICS database. 
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Questions concerning this notice should be forwarded to Karin L. 
Tyson, Senior Legal Advisor, by telephone at (703) 305-9285, by 
facsimile at (703) 308-6916, or by e-mail at 
karin.tyson @uspto.gov. 
November 3, 1998 STEPHEN G. KUNIN 
Deputy Assistant Commissioner 

for Patent Policy and Projects 
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Notice of Change in Procedures 
for Recording Inventors’ Names 


The Patent and Trademark Office (PTO) has received a number 
of complaints from the public regarding improper truncation of 
inventors’ names as printed on the Letters Patent. Changes on the 
printed patent currently require the filing and processing of 
certificates of correction. In an effort to address these complaints, 
the PTO has decided to change the method of recording and 
printing inventors’ names on the Letters Patent. This change in the 
manner in which inventors’ names will be printed on the Letters 
Patent is not to be confused with an actual change in an inventors’ 
name as it appears on the oath or declaration, which requires 
correction by way of a petition under 37 CFR 1.182 (see MPEP 
605.04(c)). 

Accordingly, the PTO printing contractor will be instructed to 
print inventors’ names on the Letters Patent exactly as the names 
are typed on the oath or declaration. For example, an oath or 
declaration with a printed inventor’s name of Jonathan Hohen- 
hauser Smithfield Williams, Jr., and a signature which is legible as 
Jonathan H. S. Williams, Jr., would have the Letters Patent printed 
with Jonathan Hohenhauser Smithfield Williams, Jr. as the inven- 
tor. 

In order to have the PTO’s records parallel as much as possible 
the above-noted changes, effective immediately, Application Pro- 
cessing Division will begin to enter into PALM (the PTO’s 
computerized database) each inventor’s name as printed or typed 
in the oath or declaration. Since the relevant fields in the PALM 
system for inventors’ given names and last name are each limited 
to 25 characters, the example given above would be entered into 
the PALM system as Jonathan Hohenhauser Smit Williams, Jr. 
This PALM entry would be reflected on the filing receipt mailed to 
applicants. While the name ‘Smithfield’ would be truncated in the 
PALM system to ‘Smit’ as a result of the 25 character limitation, 
the printed patent will contain the full name as indicated above. 

There is a time lag between the PTO printing contractor's 
receipt of an application to be issued as a patent and the patent's 
actual issue date. Therefor, patents issued on or after June 17, 
1997, will contain the inventors’ full names exactly as they are 
printed on the oath or declaration. 

In all applications filed on or after April 18, 1997, applicants are 
cautioned to give their full names in the oath or declaration exactly 
as they would like them to be printed on the Letters Patent. In 
applications filed before April 18, 1997, if applicants do not desire 
to have their full names printed on the Letters Patent as they are 
printed or typed in the oath or declaration (at least one given name 
must be typed or printed in full), they must either: (1) request 
correction at the time of payment of the issue fee; or (2) if the issue 
fee has been paid prior to April 18, 1997, request correction, as 
soon as possible, by writing to Box Issue Fee, Assistant Commis- 
sioner for Patents, Washington, D.C. 20231. The requested cor- 
rection will be made if sufficient time remains for the PTO to 
complete technical preparation of the text to be printed on the 
Letters Patent. 


EDWARD R. KAZENSKE 
Deputy Assistant Commissioner 
for Patents 


February 13, 1997 
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(87) Department of Commerce 
Patent and Trademark Office 
[Docket #: 951019254-6136-02] 


RIN 0651-XX05 


Change in Procedure Relating to an Application Filing Date 
Agency: Patent and Trademark Office, Commerce. 
Action: Notice of Change in Procedure. 


Summary: The Patent and Trademark Office (PTO) is implement- 
ing a change in procedure relating to the treatment of applications 
filed without all the pages of the specification or without all of the 
figures of the drawings. Under this new procedure, the PTO will 
accord a filing date to any application that contains something that 
can be construed as a written description, any necessary drawing, 
and, in a nonprovisional application, at least one claim, regardless 
of whether the application is filed without all the pages of the 
specification or without all of the figures of the drawings. 
Applications filed without all the pages of the specification or 
without all of the figures of the drawings will be treated by mailing 
a notice indicating that the application has been accorded a filing 
date, but is missing pages of the specification or figures of 
drawings. The notice will indicate that failure to timely (37 
CFR1.181(f)) file a petition under 37 CFR 1.53(c) or 1.182 in 
response to such notice will result in the PTO treating the original 
application papers (the original disclosure of the invention) as 
including only those application papers present in the PTO on the 
date of deposit. 


Effective Date: July 22, 1996. 


For Further Information Contact: Robert W. Bahr by telephone at 
(703) 305-9285, by facsimile at (703) 308-6916, or Jeffrey V. Nase 
by telephone at (703) 305-9285, or by mail addressed to Box 
Comments-Patents, Assistant Commissioner for Patents, Washing- 
ton, D.C. 20231. 


Supplementary Information 


The PTO is implementing a change in procedure relating to the 
treatment of applications filed without all the pages of the 
specification (Section 608.01 of the Manual of Patent Examining 
Procedure (MPEP)) (e.g., with page numbering revealing that 
page(s) are missing), or without all of the figures of the drawings 
(MPEP 608.02) (e.g., without drawing figures that are mentioned 
in the specification). The procedure set forth in this notice will be 
incorporated into the next revision of the MPEP. 

The current treatment of applications that fail to identify the 
names of the actual inventor(s) (e.g., an application naming the 
inventorship only as “Jane Doe et al.”) as required by 37 CFR 
1.41(a) and 1.53(b) is not affected by the adoption of the procedure 
set forth in this notice. 

In a Notice entitled “Proposed Changes in Procedures Relating 
to an Application Filing Date” (Filing Date Notice), published in 
the Federal Register at 60 FR 56982-84 (November 13, 1995), and 
in the PTO Official Gazette at 1181 Off. Gaz. Pat. Office 12-13 
(December 5, 1995), the PTO proposed a change in procedure 
relating to the treatment of applications filed without all the pages 
of the specification or without all of the figures of the drawings. In 
view of the comments received in response to the Filing Date 
Notice, the PTO is adopting the proposed change. 

The adopted procedure for the treatment of applications filed 
without all the pages of the specification or without all of the 
figures of the drawings is set forth below. 


APPLICATIONS FILED WITHOUT ALL PAGES OF 
SPECIFICATION 


The Initial Application Examination Division reviews applica- 
tion papers to determine whether all of the pages of the specifi- 
cation are present in the application. If the application is filed 
without all of the page(s) of the specification, but containing 
something that can be construed as a written description, at least 
one drawing figure, if necessary under 35 U.S.C. 113, the names of 
all the inventors, and, in a nonprovisional application, at least one 
claim, the Initial Application Examination Division will mail a 
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“Notice of Omitted Items” indicating that the application papers so 
deposited have been accorded a filing date, but are lacking some 
page(s) of the specification. 

The mailing of a “Notice of Omitted Items” will permit the 
applicant to either: (1) promptly establish prior receipt in the PTO 
of the page(s) at issue (generally by way of a date-stamped 
postcard receipt (MPEP 503)), or (2) promptly submit the omitted 
page(s) in a nonprovisional application and accept the date of such 
submission as the application filing date. An applicant asserting 
that the page(s) was in fact deposited in the PTO with the 
application papers must file a petition under 37 CFR 1.53(c) (and 
the petition fee under 37 CFR 1.17(i) (37 CFR 1.17(q) in a 
provisional application), which will be refunded if it is determined 
that the page(s) was in fact received by the PTO with the 
application papers deposited on filing) with evidence of such 
deposit within two months of the date of the “Notice of Omitted 
Items” (37 CFR 1.181(f)). An applicant desiring to submit the 
omitted page(s) in a nonprovisional application and accept the date 
of such submission as the application filing date must file any 
omitted page(s) with an oath or declaration in compliance with 37 
CFR 1.63 and 1.64 referring to such page(s) and a petition under 
37 CFR 1.182 (with the petition fee under 37 CFR 1.17(h)) 
requesting the later filing date within two months of the date of the 
“Notice of Omitted Items” (37 CFR 1.181(f)). 

An applicant willing to accept the application as deposited in the 
PTO need not respond to the “Notice of Omitted Items,” and the 
failure to file a petition under 37 CFR 1.53(c) or 1.182 (and the 
requisite petition fee) as discussed above within two months of the 
date of the “Notice of Omitted Items” (37 CFR 1.181(f)) will be 
treated as constructive acceptance by the applicant of the applica- 
tion as deposited in the PTO. Amendment of the specification is 
required in a nonprovisional application to renumber the pages 
consecutively and cancel any incomplete sentences caused by the 
absence of the omitted pages. Such amendment should be by way 
of preliminary amendment submitted prior to the first Office action 
to avoid delays in the prosecution of the application. 

If the application does not contain anything that can be 
construed as a written description, the Initial Application Exami- 
nation Division will mail a Notice of Incomplete Application 
(PTO-1123) indicating that the application lacks the specification 
required by 35 U.S.C. 112. The applicant may file a petition under 
37 CFR 1.53(c) (and the petition fee under 37 CFR 1.17(i) (37 
CFR 1.17(q) in a provisional application)) asserting that: (1) the 
missing specification was submitted, or (2) the application papers 
as deposited contain an adequate written description under 35 
U.S.C. 112. The petition under 37 CFR 1.53(c) must be accom- 
panied by sufficient evidence (37 CFR 1.181(b)) to establish the 
applicant’s entitlement to the requested filing date (e.g., a date- 
stamped postcard receipt (MPEP 503) to establish prior receipt in 
the PTO of the missing specification). Alternatively, the applicant 
may submit the omitted specification, including at least one claim 
in a nonprovisional application, accompanied by an oath or 
declaration in compliance with 37 CFR 1.63 and 1.64 referring to 
the specification being submitted and accept the date of such 
submission as the application filing date. 

Original claims form part of the original disclosure and provide 
their own written description. See In re Anderson, 471 F.2d 1237, 
176 USPQ 331 (CCPA 1973). As such, an application that contains 
at least one claim, but does not contain anything which can be 
construed as a written description of such claim(s), would be 
unusual. 


NONPROVISIONAL APPLICATIONS FILED 
WITHOUT AT LEAST ONE CLAIM 


35 U.S.C. 111(a)(2) requires that an application for patent 
include, inter alia, “a specification as prescribed by section 112 of 
this title,” and 35 U.S.C. 111(a)(4) provides that the “filing date of 
an application shall be the date on which the specification and any 
required drawing are received in the Patent and Trademark Office.” 
35 U.S.C. 112, first paragraph, provides, in part, that “[t}he 
specification shall contain a written description of the invention,” 
and 35 U.S.C. 112, second paragraph, provides that “{t]he speci- 
fication shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the 
applicant regards as his invention.” Also, the Court of Appeals for 
the Federal Circuit stated in Litton Systems, Inc. v. Whirlpool 
Corp.: 
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Both statute, 35 U.S.C. 111 [(a)], and federal regulations, 37 
CFR 1.51 [(a)(1)], make clear the requirement that an application 
for a patent must include . . . a specification and claims. . . . The 
omission of any one of these component parts makes a patent 
application incomplete and thus not entitled to a filing date. 


728 F.2d 1423, 1437, 221 USPQ 97, 105 (Fed. Cir. 1984) (citing 
Gearon v. United States, 121 F.Supp 652, 654, 101 USPQ 460, 461 
(Ct. Cl. 1954), cert. denied, 348 U.S. 942, 104 USPQ 409 (1955)) 
(emphasis in the original). 

Therefore, in an application filed under 35 U.S.C. 111(a), a 
claim is a statutory requirement for according a filing date to the 
application. 35 U.S.C. 162 and 171 make 35 U.S.C. 112 applicable 
to plant and design applications, and 35 U.S.C. 162 specifically 
requires the specification in a plant patent application to contain a 
claim. 35 U.S.C.111(b)(2), however, provides that “[a] claim, as 
required by the second through fifth paragraphs of section 112, 
shall not be required in a provisional application.” Thus, with the 
exception of provisional applications filed under 35 U.S.C. 111(b), 
any application filed without at least one claim is incomplete and 
not entitled to a filing date. 

If a nonprovisional application does not contain at least one 
claim, a “Notice of Incomplete Application” will be mailed to the 
applicant(s) indicating that no filing date has been granted and 
setting a period for submitting a claim. The filing date will be the 
date of receipt of at least one claim. See /n re Mattson, 208 USPQ 
168 (Comm’r Pats. 1980). 

As 37 CFR 1.53(b)(2)(ii) permits the conversion of an applica- 
tion filed under 35 U.S.C. 111(a) to an application under 35 U.S.C. 
111(b), an applicant in an application, other than for a design 
patent, filed under 35 U.S.C. 111(a) on or after June 8, 1995, 
without at least one claim has the alternative of filing a petition 
under 37 CFR 1.53(b)(2)(ii) to convert such application into an 
application under 35 U.S.C. 111(b), which does not require a claim 
to been entitled to its date of deposit as a filing date. Such a 
petition, however, must be filed prior to the expiration of twelve 
months after the date of deposit of the application under 35 U.S.C. 
111(a), and comply with the other requirements of 37 CFR 
1.53(b)(2)(ii). 


APPLICATIONS FILED WITHOUT ANY DRAWINGS 


35 U.S.C. 111(a)(2)(B) and 111(b)(2)(B) each provide, in part, 


that an “application shall include . . . a drawing as prescribed by 
section 113 of this title” and 35 U.S.C.111(a)(4) and 111(b)(4) 
each provide, in part, that the “filing date . . . shall be the date on 
which . . . any required drawing are received in the Patent and 
Trademark Office.” 35 U.S.C. 113 in turn provides that an 
“applicant shall furnish a drawing where necessary for the under- 
standing of the subject matter sought to be patented.” 

Applications filed without drawings are initially inspected to 
determine whether a drawing is referred to in the specification, and 
if not, whether a drawing is necessary for an understanding of the 
invention. 35 U.S.C. 113. 


In general, it has been PTO practice to treat an application that 
contains at least one process or method claim as an application for 
which a drawing is not necessary for an understanding of the 
invention under 35 U.S.C. 113. The same practice has been 
followed in composition applications. Other situations in which 
drawings are usually not considered necessary for an understand- 
ing of the invention under 35 U.S.C. 113 are: 


1. Coated articles or products: where the invention resides 
solely in coating or impregnating a conventional sheet (e.¢., paper 
or cloth, or an article of known and conventional character with a 
particular composition), unless significant details of structure or 
arrangement are involved in the article claims: 


Il. Articles made from a particular material or composition: 
where the invention consists in making an article of a particular 
material or composition, unless significant details of structure or 
arrangement are involved in the article claims; 


Ill. Laminated Structures: where the claimed invention involves 
only laminations of sheets (and coatings) of specified material 
unless significant details of structure or arrangement (other than 
the mere order of the layers) are involved in the article claims; or 
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IV. Articles, apparatus or systems where sole distinguishing 
feature is presence of a particular material: where the invention 
resides solely in the use of a particular material in an otherwise old 
article, apparatus or system recited broadly in the claims, for 
example: 

a. A hydraulic system distinguished solely by the use therein of 
a particular hydraulic fluid; 

b. Packaged sutures wherein the structure and arrangement of 
the package are conventional and the only distinguishing feature is 
the use of a particular material. 


A nonprovisional application having at least one claim, or a 
provisional application having at least some disclosure, directed to 
the subject matter discussed above for which a drawing is usually 
not considered essential for a filing date, not describing drawing 
figures in the specification, and filed without drawings will usually 
be processed for examination, so long as the application contains 
something that can be construed as a written description and the 
names of ail the inventors. A nonprovisional application having at 
least one claim, or a provisional application having at least some 
disclosure, directed to the subject matter discussed above for 
which a drawing is usually not considered essential for a filing 
date, describing drawing figure(s) in the specification, but filed 
without drawings will be treated as an application filed without all 
of the drawing figures referred to in the specification as discussed 
below, so long as the application contains something that can be 
construed as a written description and the names of all the 
inventors. In a situation in which the appropriate examining group 
determines that drawings are necessary under 35 U.S.C. 113 the 
filing date issue will be reconsidered on reference from the 
examining group. 

If a nonprovisional application does not have at least one claim, 
or a provisional application does not have at least some disclosure, 
directed to the subject matter discussed above for which a drawing 
is usually not considered essential for a filing date, and is filed 
without drawings, the Initial Application Examination Division 
will mail a “Notice of Incomplete Application” indicating that the 
application lacks drawings and that 35 U.S.C. 113 requires a 
drawing where necessary for the understanding of the subject 
matter sought to be patented. 

The applicant may file a petition under 37 CFR 1.53(c) (and the 
petition fee under 37 CFR 1.17(i) (37 CFR 1.17(q) in a provisional 
application)) asserting that (1) the drawing(s) at issue was submit- 
ted, or (2) the drawing(s) is not necessary under 35 U.S.C. 113 for 
a filing date. The petition must be accompanied by sufficient 
evidence to establish the applicant's entitlement to the requested 
filing date (e.g., a date-stamped postcard receipt (MPEP 503) to 
establish prior receipt in the PTO of the drawing(s) at issue). 
Alternatively, the applicant may submit drawing(s) accompanied 
by an oath or declaration incompliance with 37 CFR 1.63 and 1.64 
referring to the drawing(s) being submitted and accept the date of 
such submission as the application filing date. 

In design applications, the Initial Application Examination 
Division will mail a “Notice of Incomplete Application” indicating 
that the application lacks the drawings required under 35 U.S.C. 
113. The applicant may: (1) promptly file a petition under 37 CFR 
1.53(c) (and the petition fee under 37 CFR 1.17(i)) asserting that 
the missing drawing(s) was submitted, or (2) promptly submit 
drawing(s) accompanied by an oath or declaration in compliance 
with 37 CFR 1.63 and 1.64 and accept the date of such submission 
as the application filing date. 37 CFR 1.154(a) provides that the 
claim in a design application “shall be in formal terms to the 
ornamental design for the article (specifying name) as shown, or as 
shown and described.” As such, petitions under 37 CFR 1.53(c) 
asserting that drawings are unnecessary under 35 U.S.C. 113 fora 
filing date in a design application will not be found persuasive 


APPLICATIONS FILED WITHOUT ALL 
FIGURES OF DRAWINGS 


The Initial Application Examination Division reviews applica- 
tion papers to determine whether all mentioned drawing figures in 
the specification are present in the application. If the application is 
filed without all of the drawing figure(s) referred to in the 
specification, and the application contains something that can be 
construed as a written description, at least one drawing, if 
necessary under 35 U.S.C. 113, the names of all the inventors, and, 
in a nonprovisional application, at least one claim, the Initial 
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Application Examination Division will mail a “Notice of Omitted 
Items” indicating that the application papers so deposited have 
been accorded a filing date, but are lacking some of the drawings 
described in the specification. 

The mailing of a “Notice of Omitted Items” will permit the 
applicant to either: (1) promptly establish prior receipt in the PTO 
of the drawing(s) at issue (generally by way of a date-stamped 
postcard receipt (MPEP 503)), or (2) promptly submit the omitted 
drawing(s) in a nonprovisional application and accept the date of 
such submission as the application filing date. An applicant 
asserting that the drawing(s) was in fact deposited in the PTO with 
the application papers must file a petition under 37 CFR 1.53(c) 
(and the petition fee under 37 CFR 1.17(i) (37 CFR 1.17(q) ina 
provisional application), which will be refunded if it is determined 
that the drawing(s) was in fact received by the PTO with the 
application papers deposited on filing) with evidence of such 
deposit within two months of the date of the “Notice of Omitted 
Items” (37 CFR 1.181(f)). An applicant desiring to submit the 
omitted drawings in a nonprovisional application and accept the 
date of such submission as the application filing date must file any 
omitted drawing(s) with an oath or declaration in compliance with 
37 CFR 1.63 and 1.64 referring to such drawing(s) and a petition 
under 37 CFR 1.182 (with the petition fee under 37 CFR 1.17(h)) 
requesting the later filing date within two months of the date of the 
“Notice of Omitted Items” (37 CFR 1.181(f)). 

An applicant willing to accept the application as deposited in the 
PTO need not respond to the “Notice of Omitted Items,” and the 
failure to file a petition under 37 CFR1.53(c) or 1.182 (and the 
requisite petition fee) as discussed above within two months of the 
date of the “Notice of Omitted Items” (37 CFR 1.181(f)) will be 
treated as constructive acceptance by the applicant of the applica- 
tion as deposited in the PTO. Amendment of the specification is 
required in a nonprovisional application to cancel all references to 
the omitted drawing, both in the brief and detailed descriptions of 
the drawings and including any reference numerals shown only in 
the omitted drawings. In addition, a separate letter is required in a 
nonprovisional application to renumber the drawing figures con- 
secutively (showing the proposed changes in red ink), if necessary, 
and amendment of the specification is required to correct the 
references to the drawing figures to correspond with any relabelled 
drawing figures, both in the brief and detailed descriptions of the 
drawings. Such amendment and correction to the drawing figures, 
if necessary, should be by way of preliminary amendment submit- 
ted prior to the first Office action to avoid delays in the prosecution 
of the application. 


SUBSEQUENT TREATMENT OF APPLICATION 


In instances in which a “Notice of Incomplete Application” has 
been mailed, further action by the applicant is necessary for the 
application to be accorded a filing date. As such, the application 
will be retained in the Initial Application Examination Division to 
await such action. Unless the applicant either completes the 
application or files a petition under 37 CFR 1.53(c) (and the 
petition fee under 37 CFR 1.17(i) or 1.17(q)) within the period set 
in the “Notice of Incomplete Application,” the application will be 
processed as an incomplete application under 37 CFR 1.53(c). 

In instances in which a “Notice of Omitted Items” has been 
mailed, the application will be retained in the Initial Application 
Examination Division for a period of two months from the mailing 
date of “Notice of Omitted Items” to permit the applicant to either: 
(1) establish prior receipt in the PTO of the page(s) or drawing(s) 
at issue, or (2) promptly submit the omitted page(s) or drawing(s) 
in a nonprovisional application and accept the date of such 
submission as the application filing date. Extensions of time under 
37 CFR 1.136 will not be applicable to this two-month time 
period. 

The grant of a petition under 37 CFR 1.182 to accept the omitted 
page(s) or drawing(s) in a nonprovisional application and accord 
the date of such submission as the application filing date will be 
indicated by the issuance of a new filing receipt indicating the 
filing date accorded the application. 

Unless the applicant timely files a petition under 37 CFR 1.53(c) 
or 1.182 (and the requisite petition fee), the application will 
maintain the filing date as of the date of deposit of the application 
papers in the PTO, and the original application papers (i.e., the 
original disclosure of the invention) will include only those 
application papers present in the PTO on the date of deposit. 
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Nonprovisional applications that are complete under 35 CFR 
1.51(a)(1) will then be forwarded to the appropriate examining 
group for examination of the application. Provisional applications 
that are complete under 35 CFR 1.51(a)(2) will then be forwarded 
to Files Repository. The current practice for treating applications 
that are not complete under 37 CFR 1.51(a) will remain unchanged 
(37 CFR 1.53(d)). 

Any petition under 37 CFR 1.53(c) or 1.182 not filed within this 
two-month period may be dismissed as untimely. 37 CFR 1.181(f). 
Under the adopted procedure, the PTO may strictly adhere to the 
two-month period set forth in 37 CFR 1.181(f), and dismiss as 
untimely any petition not filed within this two-month period. This 
strict adherence to the two-month period set forth in 37 CFR 
1.181(f) is justified as such applications will now be forwarded for 
examination at the end of this two-month period. It is further 
justified in instances in which the applicant seeks to submit the 
omitted page(s) or drawing(s) in a nonprovisional application and 
request the date of such submission as the application filing date 
since: (1) according the application a filing date later than the date 
of deposit may affect the date of expiration of any patent issuing 
on the application due to the changes to 35 U.S.C. 154 contained 
in Public Law 103-465, 532, 108 Stat. 4809 (1994), and (2) the 
filing of a continuation-in-part application is a sufficiently equiva- 
lent mechanism for adding additional subject matter to avoid the 
loss of patent rights. 

The submission of omitted page(s) or drawing(s) in a nonpro- 
visional application and acceptance of the date of such submission 
as the application filing date is tantamount to simply filing a new 
application. Thus, applicants should consider filing a new appli- 
cation as an alternative to submitting a petition under 37 CFR 
1.182 (with the petition fee under 37 CFR 1.17(h)) with any 
omitted page(s) or drawing(s), which is a cost-effective alternative 
in instances in which an nonprovisional application is deposited 
without filing fees. Likewise, in view of the relatively low filing 
fee for provisional applications, and the PTO’s desire to minimize 
the processing of provisional applications, the PTO will not grant 
petitions under 37 CFR 1.182 to accept omitted page(s) or 
drawing(s) and accord an application filing date as of the date of 
such submission. Instead, the applicant should simply refile the 
complete provisional application. 


Response to Comments 


Thirteen comments were received in response to the Filing Date 
Notice. Nine comments expressly supported the proposed change, 
while the remaining four comments simply made additional 
comments or suggested additional changes, but did not oppose the 
proposed change. The written comments have been analyzed, and 
responses to the comments follow. 


Comment (1): One comment suggested that the PTO should, by 
rulemaking, permit the addition of subject matter in a foreign 
application for which priority is claimed. 

Response: Where an application includes in the papers deposited 
on filing with the application a certified copy of a foreign 
application for which priority is claimed, the PTO will grant a 
timely petition under 37 CFR 1.182 requesting that: (1) the 
corresponding sheets of drawings in the foreign priority applica- 
tion be accepted for any omitted sheets of drawings in the 
application, or (2) the foreign priority application be accepted as 
the application as filed, which may result in the treatment of the 
foreign priority application as an application filed in a non-English 
language (37 CFR 1.52(d)). 

In instances in which the foreign priority application was not 
present among the papers deposited on filing with the application, 
any addition of subject matter from the foreign priority application 
into the application must be considered as new matter under 35 
U.S.C. 132 (and, as such, will not be permitted by petition), unless 
the application-as-filed specifically incorporates the foreign prior- 
ity application by reference. 

Drawing figures do not require translation of the subject matter 
shown therein and individual drawing figures are sufficiently 
segregated that it is considered appropriate to permit, by petition 
under 37 CFR 1.182, the acceptance of the corresponding sheets of 
drawings in the foreign priority application for any omitted sheets 
of drawings in the application. The specification of a foreign 
priority application, however, is generally subject to translation 
and revision prior to its filing in the PTO as the specification of an 
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application. As such, it is considered appropriate to permit, by 
petition under 37 CFR 1.182, the acceptance of a foreign priority 
application as the application as filed, but it is not considered 
acceptable to permit the acceptance of a translation of portions of 
the foreign priority application for omitted pages of the specifica- 
tion. 

Finally, the occurrence of situations in which it is necessary for 
an applicant to request that the corresponding sheets of drawings 
in the foreign priority application be accepted for any omitted 
sheets of drawings in the application, or the foreign priority 
application be accepted as the application as filed is relatively rare. 
In addition, the treatment of these few applications on an ad hoc 
basis pursuant to 37 CFR 1.182 and 1.183 has proven acceptable. 


Comment (2): One comment suggested that the PTO should 
consider requiring a declaration from the attorney averring that the 
omitted matter was inadvertently omitted. 

Response: First, in view of a registered practitioner’s responsi- 
bilities as set forth in 37 CFR Part 10, the PTO does not generally 
require verification of statements by registered practitioners. See, 
e.g., 37 CFR 1.125 and 1.137. Second, as there is no apparent 
benefit to omitting material from an application as deposited in the 
PTO, there appears to be little justification for requiring even a 
statement that the omitted matter was inadvertently omitted. 


Comment (3): One comment questioned whether the change 
would be applicable to applications filed under 37 CFR 1.60 or 
1.62. 

Response: The adopted procedure applies to applications filed 
under 37 CFR 1.53. 

37 CFR 1.60 requires, inter alia, that the application be a true 
copy of the prior application (37 CFR 1.60(b)(2)), and a copy that 
omits pages of specification or sheets of drawings from the prior 
application is not a true copy of the prior application. As such, a 
copy that omits pages of specification or sheets of drawings from 
the prior application is an improper application under 37 CFR 
1.60, and cannot be accorded a filing date as an application under 
37 CFR 1.60 until the filing error is corrected. 

The PTO considers 37 CFR 1.60 to be unnecessary in view of 
changes to 37 CFR 1.4(d), and a trap for the unwary. The PTO has 
previously proposed to eliminate 37 CFR 1.60 (See notice of 
proposed rulemaking entitled “Changes to Implement 20-Year 
Patent Term and Provisional Application” (20- Year Term Notice of 
Proposed Rulemaking) published in the Federal Register at 59 FR 
63951 (December 12, 1994), and in the Patent and Trademark 
Office Official Gazette at 1170 Off. Gaz. Pat. Office 377 (January 3, 
1995)), and will again propose to eliminate 37 CFR 1.60, as well 
as 37 CFR 1.62, in an impending rulemaking to implement the 
Administration’s regulatory reform initiative. 

A continuation or divisional application may be filed under 35 
U.S.C. 111(a) using the procedures set forth in 37 CFR 1.53(b)(1), 
by providing a copy of the prior application, including a copy of 
the oath or declaration in such prior application, as filed. The 
patent statutes and rules of practice do not require that an oath or 
declaration include a recent date of execution, and the Examining 
Corps has been directed not to object to an oath or declaration as 
lacking either a recent date of execution or any date of execution. 
This change in examining practice will appear in the next revision 
of the MPEP. As is currently the situation under 37 CFR 1.60 and 
1.62, the applicant’s duty of candor and good faith including 
compliance with the duty of disclosure requirements of § 1.56 is 
continuous and applies to the continuation or divisional applica- 
tion, notwithstanding the lack of a newly executed oath or 
declaration. 

37 CFR 1.60(b)(4) and 1.62(a) currently permit the filing of a 
continuation or divisional application by less than all of the 
inventors named in a prior application without a newly executed 
oath or declaration. The oath or declaration in an application filed 
under 37 CFR 1.53(b), however, must identify the inventorship of 
such application. Thus, unless it is necessary to file a continuation 
or divisional application under 37 CFR 1.60 to name less than all 
of the inventors named in a prior application, applicants are 
encouraged to file continuing applications under 37 CFR 1.53(b) 
(i.e., omit any reference to 37 CFR 1.60 in the application papers) 
to avoid an inadvertent failure to comply with all of the require- 
ments of 37 CFR 1.60. 

An application under 37 CFR 1.62 uses the content of the prior 
application, and is itself only a request for an application under 37 
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CFR 1.62. As such, there is no concern that an application under 
37 CFR 1.62 will be filed without all the pages of the specification 
or without all of the figures of the drawings. 


Comment (4): One comment questioned whether a filing date 
would be accorded if the name of an inventor were omitted. 
Response: 37 CFR 1.41 and 1.53 currently require that an 
application be filed in the name of the actual inventor or inventors, 
and this notice does not involve changes to the rules of practice. 
The PTO will propose to eliminate this requirement in 37 CFR 
1.41 and 1.53 in the rulemaking to implement the Administration’s 
regulatory reform initiative. 


Comment (5): One comment suggested that the notices be mailed 
out as soon as possible to avoid a loss of rights for those applicants 
who require completion or refiling of the application. Another 
comment suggested that the decision as to whether an application 
is “incomplete” should be made by the Examining Corps, rather 
than on a formalistic basis by the Initial Application Examination 
Division. 

Response: The efficient pre-examination processing of applica- 
tions is in the mutual interest of the PTO and applicants. The PTO 
is currently in the process of modifying its pre-examination 
processing procedures to avoid any unnecessary delay. This new 
procedure will not impact the pre-examination processing of 
applications, in that the Initial Application Examination Division 
will mail a “Notice of Incomplete Application,’ “Notice of 
Omitted Items,” and “Notice to File Missing Parts” under this new 
procedure at the time the “Notice of Incomplete Application” and 
“Notice to File Missing Parts” are currently mailed. 


The adopted procedure replaces formalistic procedures with 
procedures based upon the requirements for a filing date as set 
forth in 35 U.S.C. 111, 112, and 113. Filing date issues are 
ultimately decided by the Office of Petitions in the Office of the 
Deputy Assistant Commissioner for Patent Policy and Projects 
(MPEP 1002.02(b)(35)) on the basis of whether and when the 
application meets the requirements for a filing date as set forth in 
35 U.S.C. 111, 112, and 113, and not on the basis of who made the 
initial decision not to accord a filing date to the application. 


It should be recognized that there is tension between the 
comments objecting to any review of the entitlement of an 
application to a filing date by the Initial Application Examination 
Division (arguing that this issue should be considered only by the 
Examining Corps) and the desire for speedy notification to the 
applicant that a portion of the application appears to have been 
omitted. To defer all review of the entitlement of an application to 
a filing date until the application is picked-up for examination 
would cause a significant delay in any such notification to the 
applicant. 


Comment (6): One comment noted that 35 U.S.C. 111(b) does not 
require a claim for a provisional application. Several comments 
suggested that the PTO automatically treat any nonprovisional 
application filed without at least one claim as a provisional 
application, if such application is otherwise entitled to a filing date 
as a provisional application. 

Response: A provisional application does not require a claim to be 
entitled to a filing date. As discussed supra, an applicant in an 
application, other than for a design patent, filed under 35 U.S.C. 
111(a) on or after June 8, 1995, without at least one claim has the 
alternative of filing a petition under 37 CFR 1.53(b)(2)(ii) to 
convert such application into an application under 35 U.S.C. 
111(b). The PTO does not consider it appropriate to “automati- 
cally” consider an application filed under 35 U.S.C. 111(a) without 
a claim to be an application under 35 U.S.C. 111(b) (a provisional 
application), since the applicant may not desire an application 
under 35 U.S.C. 111(b), and may desire to file a claim to obtain an 
application filing date as of the date of submission of such claim. 


Comment (7): One comment suggested that the MPEP should 
clearly indicate that applications filed without all the pages of 
specification or all the figures of drawings described in the 
specification cannot automatically be treated as defective under 35 
U.S.C. 112, but must be considered for compliance with 35 U.S.C. 
112 by the subject matter that is present in the application papers. 
Response: In an effort to improve the examination of applications, 
chapter 2100 of the MPEP has been revised to set forth specific 
guidelines for rejections under 35 U.S.C. 101, 102, 103, and 112. 
MPEP 2161 ef seq. set forth the guidelines for rejections under 35 
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U.S.C. 112, first and second paragraphs, and do not authorize a 
rejection under 35 U.S.C. 112 based merely upon the fact that 
pages of specification or figures of drawing were omitted. 


Comment (8): One comment questioned whether the proposed 
procedure for the treatment of applications filed without all the 
pages of specification or all the figures of drawings described in 
the specification is applicable to provisional applications, noting 
that 35 U.S.C. 111(b) provides that a claim is not required in a 
provisional application. 

Response: The adopted procedure applies to applications (both 
provisional and nonprovisional) filed under 37 CFR 1.53. The 
procedure recognizes that 35 U.S.C. 111(b) does not require a 
claim in a provisional application. 


Comment (9): One comment suggested that the two-month period 
for taking action would be unfair in instances in which the PTO 
prepares and enters the notice into the Patent Application Locating 
and Monitoring (PALM) system but fails to mail the notice or 
mails the notice to an incorrect correspondence address. 
Response: The “Notice of Omitted Items” is not an action within 
the meaning of 35 U.S.C. 133 to which a response is required to 
avoid abandonment. An applicant simply has the opportunity to 
file a petition, but need not take action, in response to a “Notice of 
Omitted Items.” Thus, the timeliness of any such petition is 
governed by 37 CFR 1.181(f). 37 CFR 1.181(f) provides that any 
petition not filed within two months from the action complained of 
may be dismissed as untimely. 

Establishing prior receipt in the PTO of the page(s) or draw- 
ing(s) at issue or submitting the omitted page(s) or drawing(s) and 
accepting the date of such submission as the application filing date 
would result in an addition to the papers constituting the original 
disclosure of the application, and submitting the omitted page(s) or 
drawing(s) and accepting the date of such submission as the 
application filing date would result in a change in application filing 
date. As a change in either the original disclosure or filing date of 
an application would interfere with the examination of the appli- 
cation for compliance with 35 U.S.C. 102, 103, and 112, the PTO 
will not forward an application in which a “Notice of Omitted 
Items” has been mailed for examination until it is apparent that the 
applicant has not responded to the “Notice of Omitted Items.” 
Thus, a nonprovisional application will not be processed for 
examination, and the examination of the application will be 
delayed, until the expiration of two months from the mailing date 
of “Notice of Omitted Items.” The two-month period set forth in 
37 CFR 1.181(f) is considered an appropriate balance between 
providing an applicant sufficient time to take action in response to 
a “Notice of Omitted Items” and avoiding unnecessary delays in 
the examination of the application, which would be undesirable in 
view of 35 U.S.C. 154 as amended by Public Law 103-465. While 
an applicant willing to accept a nonprovisional application as 
deposited in the PTO need not respond to the “Notice of Omitted 
Items,” the filing of an express communication to that effect would 
permit the PTO to proceed with the processing of the application 
for examination, and, as such, may reduce the delay in the 
examination of the application. 

While a “Notice of Omitted Items” is not an action within the 
meaning of 35 U.S.C. 133, the principles regarding nonreceipt or 
delayed receipt of a “Notice of Omitted Items,” due either to a 
failure on the part of the PTO to properly mail such notice or a 
failure on the part of the U.S. Postal Service to deliver such notice 
to the correspondence address in a timely manner, are applicable to 
the nonreceipt or delayed receipt of a “Notice of Omitted Items.” 
Applicants are directed to the Notice entitled “Withdrawing the 
Holding of Abandonment When Office Actions Are Not Re- 
ceived,” published in the PTO Official Gazette at 1156 Off. Gaz. 
Pat. Office 53 (November 16, 1993), for the evidence necessary to 
establish nonreceipt of a “Notice of Omitted Items,” and the 
Notice entitled “Procedures For Restarting Response Periods,” 
published in the PTO Official Gazette at 1160 Off. Gaz. Pat. Office 
14 (March 1, 1994), for the evidence necessary to establish 
delayed receipt of a “Notice of Omitted Items.” 


Comment (10): One comment suggested that while the proposed 
procedure is an improvement, it still conflicts with 35 U.S.C. 112 
and 113. The comment specifically argues that the sufficiency of an 
application is a matter for determination by an examiner skilled in 
the subject matter of the application, in that Congress did not 
intend that the sufficiency of an application be determined by the 
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Initial Patent Examination Division. 
Response: The adopted procedure will accord a filing date to any 
application that contains something that can be construed as a 
written description, any necessary drawing, and, in a nonprovi- 
sional application, at least one claim. This procedure is consistent 
with the requirements for a filing date as set forth in 35 U.S.C. 111, 
112, and 113. 35 U.S.C. 113, second sentence, contemplates that 
drawings may be filed after the filing date of an application. 35 
U.S.C. 113, however, provides that an “applicant shall furnish a 
drawing where necessary for the understanding of the subject 
matter sought to be patented,” and 35 U.S.C. 111(a)(4) and 
111(b)(4) each provide, in part, that the “filing date . . . shall be the 
date on which . . . any required drawing are received in the Patent 
and Trademark Office.” As such, the PTO has the statutory 
authority, and responsibility, to determine whether a drawing is 
necessary under 35 U.S.C. 113 in an application filed without 
drawings prior to according a filing date to that application. 
There is nothing in 35 U.S.C. 111, 112, or 113 that limits the 
authority of the Commissioner to delegate the determination of 
whether or when any application meets the requirements for a 
filing date as set forth in 35 U.S.C. 111, 112, and 113. In any event, 
filing date issues are, as discussed supra, ultimately decided by 
Office of the Deputy Assistant Commissioner for Patent Policy and 
Projects on the basis of whether and when the application meets 
the requirements for a filing date as set forth in 35 U.S.C. 111, 112, 
and 113, and not on the basis of who made the initial decision not 
to accord a filing date to the application. 


Comment (11): One comment suggested that the proposed pro- 
cedure be adopted by rulemaking. Another comment suggested 
that the proposed procedure either be adopted by rulemaking or 
clearly set forth in the MPEP. 
Response: 37 CFR 1.53(b)(1) provides that the “filing date of an 
application for patent filed under this section, except for a 
provisional application, is the date on which: a specification 
containing a description pursuant to § 1.71 and at least one claim 
pursuant to § 1.75; and any drawing required by § 1.81(a), are filed 
in the Patent and Trademark Office in the name of the actual 
inventor or inventors as required by § 1.41.” 37 CFR 1.53(b)(2) 
provides that the “filing date of a provisional application is the date 
on which: a specification as prescribed by 35 U.S.C. 112, first 
paragraph; and any drawing required by § 1.81(a), are filed in the 
Patent and Trademark Office in the name of the actual inventor or 
inventors as required by § 1.41.” Thus, no change to the rules of 
practice is necessary to adopt the procedure set forth in this notice. 

It should be noted that the MPEP 608.01 sets forth the former 
procedure for treating an application filed without all of the pages 
of specification or filed under 35 U.S.C. 111(a) without at least one 
claim. Likewise, MPEP 608.02 sets forth the former procedure for 
treating an application filed without drawings or all of the figures 
of drawings. 

The next revision of the MPEP will incorporate the change in 
procedure set forth in this notice. 


June 5, 1996 BRUCE A. LEHMAN 


Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1188 OG 48} 





(88) Clarification of Application Revival Procedures 
(37 CFR 1.137) 

The Patent and Trademark Office (PTO) revised the regulations 
concerning the revival of abandoned applications (37 CFR 1.137) 
in December of 1997. See Changes to Patent Practice and 
Procedure, Final Rule Notice, 62 Fed. Reg. 53131, 53157-63, 
53194-95 (October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 85-90, 
119-20 (October 21, 1997). 


The provisions concerning the revival of an abandoned appli- 
cation on the basis of unintentional delay (without a showing that 
the delay was unavoidable) were revised to eliminate the one-year 
filing period requirement. The revised rule requires a statement 
that “the entire delay in filing the required reply from the due date 
for the reply until the filing of a grantable petition pursuant to [37 
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CFR 1.137(b)] was unintentional.” See 37 CFR 1.137(b)(3)(1998). 
The PTO receives numerous petitions under 37 CFR 1.137(b) 
containing an “unintentional” statement that varies from the 
language required by 37 CFR 1.137(b)(3): e.g., “the abandonment 
was unintentional,” “the delay was unintentional,” “the delay 
caused by the abandonment was unintentional.” Some petitions do 
not include a statement that “the entire delay in filing the required 
reply from the due date for the reply until the filing of a grantable 
petition pursuant to 37 CFR 1.137(b) was unintentional. 


To expedite the treatment of such petitions, the PTO condition- 
ally grants petitions containing a statement that does not comply 
with 37 CFR 1.137(b)(3). The decision granting such a petition 
includes a paragraph stating that: (1) the statement in the petition 
does not comply with 37 CFR 1.37(b)(3); (2) the statement in the 
petition is being construed as a statement that “the entire delay in 
filing the required reply from the due date for the reply until the 
filing of a grantable petition pursuant to 37 CFR 1.137(b) was 
unintentional;” and (3) petitioner must notify the PTO if such an 
interpretation of the statement in the petition was not correct. 


Applicants filing a petition under 37 CFR 1.137(b) to revive an 
abandoned application should either use the forms provided by the 
PTO (PTO/SB/64 or PTO/SB/64PCT) or ensure that the statement 
“the entire delay in filing the required reply from the due date for 
the reply until the filing of a grantable petition pursuant to 37 CFR 
1.137(b) was unintentional” is included in such petition. These 
forms (and other forms provided by the PTO) may be downloaded 
from the PTO’s Web site at http://www.uspto.gov. Even if an 
applicant considers it necessary or desirable to include a statement 
of the facts concerning the delay, such statement should include 
(e.g., begin or end with) the statement that “the entire delay in 
filing the required reply from the due date for the reply until the 
filing of a grantable petition pursuant to 37 CFR 1.137(b) was 
unintentional.” 


The PTO anticipated that the December 1997 revision to 37 
CFR 1.137 would reduce the number of petitions under 37 CFR 
1.137(a) (on the basis of “unavoidable delay”). This is because 
petitions under 37 CFR 1.137(b) require less effort (statement(s) 
rather than a showing accompanied by documentary evidence) and 
are evaluated under the less stringent “unintentional delay” stan- 
dard. Nevertheless, the filing of petitions under 37 CFR 1.137(a) 
has not decreased. 


This appears to be because the PTO’s published discussion of 
the revision to 37 CFR 1.137(b), supra (indicating that the PTO 
may require further information if the period between the date of 
abandonment or mail date of a notice of abandonment and the 
filing of a petition to revive exceeds certain benchmarks), has lead 
applicants to the conclusion that petitions under 37 CFR 1.137(b) 
are no less burdensome than petitions under 57 CFR 1.137(a). 
Applicants determining whether to file a petition to revive an 
application under 37 CFR 1.137(b) or 1.137(a) should take the 
following into account: 


First: The PTO relies upon the applicant’s duty of candor and 
good faith and usually accepts the statement that “the entire delay 
in filing the required reply from the due date for the reply until the 
filing of a grantable petition pursuant to 37 CFR 1.137(b) was 
unintentional” without requiring further information in the vast 
majority of petitions under 37 CFR 1.137(b). This is because the 
party presenting a paper is obligated under 37 CFR 10.18 to 
inquire into the underlying facts and circumstances when the party 
provides this statement to the PTO. See Changes to Patent 
Practice and Procedure, 62 Fed. Reg. at 53160 and 53178, 1203 
Off. Gaz. Pat. Office at 88 and 103 (responses to comments 64 and 
109). In addition, providing an inappropriate statement in a 
petition under 37 CFR 1.137(b) to revive an abandoned application 
may have an adverse effect when attempting to enforce any patent 
resulting from the application. Patents have been held unenforce- 
able due to a finding of inequitable conduct in submitting an 
inappropriate statement that the abandonment was unintentional. 


Second: Even if the PTO requires further information in a 
petition under 37 CFR 1.137(b), the petition under 37 CFR 
1.137(b) is significantly less burdensome to prepare and prosecute 
than a petition under 37 CFR 1.137(a). The PTO is almost always 
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satisfied that “the entire delay . . . was unintentional” on the basis 
of statement(s) by the applicant or representative explaining the 
cause of the delay (accompanied at most by copies of correspon- 
dence relevant to the period of delay). A showing of unavoidable 
delay will (in addition to the above) require: (1) evidence 
concerning the procedures in place that should have avoided the 
error resulting in the delay; (2) evidence concerning the training 
and experience of the persons responsible for the error; and (3) 
copies of any applicable docketing records to show that the error 
was in fact the cause of the delay. See MPEP 711.03(c)(I11)(C)(2). 
In addition, a petition under 37 CFR 1.137(a) must establish that 
the delay was unavoidable, and not just that it was unintentional. 
Thus, many petitions originally filed under 37 CFR 1.137(a) end 
up being granted under 37 CFR 1.137(b) when the applicant 
realizes that sufficient evidence concerning the delay is too difficult 
to obtain or the cause of delay simply does not amount to 
“unavoidable delay” within the meaning of 37 CFR 1.137(a) and 
resubmits the petition under 37 CFR 1.137(b). 


Third: Since the “showing” requirement and “unavoidable 
delay” standard of 37 CFR 1.137(a) are more exacting than the 
corresponding requirements of 37 CFR 1.137(b), a petition under 
37 CFR 1.137(a) is less likely to be grantable as filed than is a 
petition under 37 CFR 1.137(b). The PTO typically renders a 
number of interlocutory decisions dismissing a petition under 37 
CFR 1.137(a) and requesting additional evidence until either the 
applicant provides a satisfactory showing of unavoidable delay or 
the PTO concludes that the applicant cannot provide a satisfactory 
showing of unavoidable delay. Thus, the period between when an 
applicant first files a petition to revive and the PTO renders a 
decision granting or denying that petition is, more often than not, 
much longer if the petition is under 37 CFR 1.137(a) than it would 
be if the petition were under 37 CFR 1.137(b). 


Inquiries regarding this matter should be directed to Senior 

Legal Advisor Robert W. Bahr at (703) 305-9285. 
August 4, 1999 STEPHEN J. KUNIN 
Deputy Assistant Commissioner for 
Patent Policy and Projects 


' 37 CFR 1.137(b) as originally adopted in 1983 required the 
statement that “the abandonment was unintentional” (see 37 CFR 
1.137(b)(1983)), and was amended in 1993 to require the state- 


ment that “the delay was unintentional” (see 37 CFR 
1.137(b)(1994)). Thus, this situation appears to be due, in part, to 
the use of outdated forms or petition templates. 


2: It is noted that MPEP 711.03(c)(IID)(D) states that the PTO “will” 
require further information if a petition is filed ouside cetain 
benchmarks, where the rule notice states only that the PTO “may” 
require information in those situations. See Changes to Patent 
Practice and Procedure, 62 Fed. Reg. at 53159, 1203 Off. Gaz. 
Pat. Office at 86-87. Since the PTO relies upon the applicant's duty 
of candor and good faith without requiring further information in 
the vast majority of petitions under 37 CFR 1.137(b), the MPEP 
will be revised to state only that the PTO “may” require further 
information and to eliminate the language which encourages 
applicant to provide such information in an initial petition under 
37 CFR 1.137(b). 
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Diligence in Filing Petitions to Revive 
and Petitions to Withdraw 
the Holding of Abandonment 


Once an application becomes inadvertently abandoned, it is 
incumbent on applicant to act with diligence in providing the 
response necessary to continue prosecution. Petitions to revive or 
to withdraw the holding of abandonment must be filed promptly 
after applicant is notified or otherwise becomes aware of the 
abandonment. Unless and until the Commissioner accepts appli- 
cant’s response as sufficient and complete to revive the application 
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or to withdraw the holding of abandonment, the application 
remains abandoned and the burden continues to rest with applicant 
to exercise diligence. 


Some practitioners have demonstrated a lack of diligence in 
filing or renewing a petition to revive or a petition to withdraw the 
holding of abandonment. This appears to have been a conscious 
decision on the practitioners’ part based on the belief that any 
delay in filing or renewing a petition could be cured by filing a 
terminal disclaimer equivalent to the period of delay in prosecut- 
ing the application. While the Office does have a policy of 
requiring a terminal disclaimer in those situations where there has 
been a delay of more than six months in filing a grantable petition 
to revive an application that has become abandoned [37 CFR 
1.137(c), 1.316(d) and 1.317(c)], the terminal disclaimer has never 
been authorized or set forth in the rules as a substitute for 
diligence. Indeed, such an interpretation would be contrary to the 
traditional concept of reasonable diligence and is contrary to the 
explicit requirement of 37 CFR 1.137(a), 1.155(b), 1.181(f), 
1.316(b) and 1.137(b) that a petition to revive be filed promptly. 
See In re Application of Takao, 17 USPQ2d 1155 (Comm’r. 1990). 


JAMES E. DENNY 
Assistant Commissioner for 
Patents-designate 
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(90) Withdrawing the Holding of Abandonment 


When Office Actions Are Not Received 


The purpose of this notice is to announce a practice that will 
minimize costs and burdens to the practitioner and the Office when 
an application has become abandoned due to a failure to receive an 
Office action. 


A petition to withdraw the holding of abandonment in accor- 
dance with Delgar Inc. v. Schuyler, 172 USPQ 513 (D.D.C. 1971) 
is burdensome to the practitioner since the practitioner must 
overcome a strong presumption that an Office action duly ad- 
dressed and indicated as mailed was timely delivered to the 
addressee. To overcome this presumption, a practitioner is cur- 
rently required to submit a persuasive showing that would permit 
the Office to conclude that the Office action was not received. 
Accordingly, evidence which is typically required includes: copies 
of records which would disclose the receipt of other correspon- 
dence mailed from the Patent and Trademark Office on or about the 
mail date of the non-received Office action, but fail to disclose 
receipt of the Office action mailed that date; copies of records on 
which the Office action would have been entered had it been 
received (e.g., a copy of the outside of the file jacket maintained by 
the practitioner); and verified statements from persons who would 
have handled the Office action (e.g., mail clerks, docket clerks, 
secretary, etc.). 


In order to minimize costs and burdens to the practitioner and 
the Office when an application has become abandoned due to a 
failure to receive an Office action, the Office is modifying the 
showing required to make a petition to withdraw the holding of 
abandonment grantable. The showing required to establish the 
failure to receive an Office action must consist of a statement from 
the practitioner stating that the Office action was not received by 
the practitioner and attesting to the fact that a search of the file 
jacket and docket records indicates that the Office action was not 
received. A copy of the docket record where the non-received 
Office action would have been entered had it been received and 
docketed must be attached to and referenced in practitioner's 
statement. 


The showing outlined above may not be sufficient if there are 
circumstances that point to a conclusion that the Office action may 
have been lost after receipt rather than a conclusion that the Office 
action was lost in the mail, e.g., if the practitioner has a history of 
not receiving Office actions. Two additional procedures are avail- 
able for reviving an application that has become abandoned due a 
failure to respond to an Office Action: (1) a petition based on 
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unintentional abandonment or delay; and (2) a petition based on 

unavoidable delay. See Manual of Patent Examining Procedure § 
711.03(c). 

Oct. 25, 1993 CHARLES E. VAN HORN 

Patent Policy and Projects Administrator 

Office of the Assistant Commissioner 

for Patents 
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(91) Video Conference Center 


In the interest of providing better service to its customers, the 
Patent and Trademark Office (PTO) has established a Video 
Conference Center (VCC) to expedite patent and trademark 
prosecution. The VCC is presently administered by the Patent 
Academy and is available for authorized official business during 
normal business hours (8:30 AM - 5:00 PM, EST). The VCC 
equipment includes a high resolution document camera, direct 
computer input, VCR display capability and a high speed, high 
resolution G-4 facsimile machine. At this time, use of the VCC 
will be limited to our partnership Patent and Trademark Deposi- 
tory Libraries (PTDLs) located at Sunnyvale, Calif. and the Great 
Lakes Patent and Trademark Center at the Detroit Public Library, 
which have duplicate video equipment. Customers wishing to 
utilize the facilities at the above noted PTDLs rather than coming 
to the PTO for a face-to-face interview, should contact the patent 
examiner or trademark examining attorney and identify two 
alternative dates and time for a video conference. The patent 
examiner or trademark examining attorney will then contact Patent 
Academy personnel who will, in turn, make all the arrangements. 
The customer will be notified as to the date and time of the video 
conference. 
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(92) Procedures for Restarting Response Periods 


The purpose of this notice is to announce revised procedures for 
restarting response periods set in patent related matters. Occasion- 
ally, mail from the Patent and Trademark Office (PTO) is received 
late at the correspondence address or the mail is delayed in leaving 
the PTO. 

The following revised procedures are effective immediately and 
will be followed in processing a petition to reset a period for 
response due to late receipt of a PTO action or due to a postmark 
date which is later than the mail date printed on a PTO action. The 
authority to decide such petitions is delegated to the Group 
Director, where the PTO action involved in the petition was mailed 
by a patent examining group. 


Petition to reset a period for response due to late receipt of a 
PTO action 


The PTO will grant a petition to restart the previously set period 
for response to a PTO action to run from the date of receipt of the 
PTO action at the correspondence address when the following 
criteria are met: (1) the petition is filed within two weeks of the 
date of receipt of the PTO action at the correspondence address; 
(2) a substantial portion of the set response period had elapsed on 
the date of receipt (e.g., at least one month of a two or three month 
response period had elapsed); and (3) the petition includes (a) 
evidence showing the date of receipt of the PTO action at the 
correspondence address (e.g., a copy of the PTO action having the 
date of receipt of the PTO action at the correspondence address 
stamped thereon, a copy of the envelope (which contained the PTO 
action) having the date of receipt of the PTO action at the 
correspondence address stamped thereon, etc.), and (b) a statement 
(verified if made by other than a registered practitioner) setting 
forth the date of receipt of the PTO action at the correspondence 
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address and explaining how the evidence being presented estab- 
lishes the date of receipt of the PTO action at the correspondence 
address. 

There is no statutory requirement that a shortened statutory 
period of longer than thirty days to respond to a PTO action be 
reset due to delay in the mail or in the PTO. However, when a 
substantial portion of the set response period had elapsed on the 
date of receipt at the correspondence address (e.g., at least one 
month of a two or three month response period had elapsed), the 
procedures set forth above for late receipt of a PTO action are 
available. Where a PTO action was received with less than two 
months remaining in a shortened statutory period of three months, 
the period may be restarted from the date of receipt. Where the 
period remaining is between two and three months, the period will 
be reset only in extraordinary situations e.g., complex PTO action 
suggesting submission of comparative data. 


Petitions to reset a period for response due to a postmark date 
later than the mail date printed on a PTO action 


The PTO will grant a petiton to restart the previously set period for 
response to a PTO action to run from the postmark date shown on 
the PTO mailing envelope which contained the PTO action when 
the following criteria are met: (1) the petition is filed within two 
weeks of the date of receipt of the PTO action at the correspon- 
dence address; (2) the response period was for payment of the 
issue fee'; or the response period set was one month or thirty 
days”; and (3) the petition includes (a) evidence showing the date 
of receipt of the PTO action at the correspondence address (e.g., a 
copy of the PTO action having the date of receipt of the PTO 
action at the correspondence address stamped thereon, etc.), (b) a 
copy of the envelope which contained the PTO action showing the 
postmark date, and (c) a statement (verified if made by other than 
a registered practitioner) setting forth the date of receipt of the 
PTO action at the correspondence address and stating that the PTO 
action was received in the post-marked envelope. 

The provision of 37 CFR 1.8 and 1.10 apply to the filing of the 
above-noted petitions with regard to the requirement that the 
petition be filed within two weeks of the date of receipt of the PTO 
action. 

The showings outlined above may not be sufficient if there are 
circumstances that point to a conclusion that the PTO action may 
have been delayed after receipt rather than a conclusion that the 
PTO action was delayed in the mail or in the PTO. 

February 3, 1994 CHARLES E. VAN HORN 

Patent Policy and Projects Administrator 

Office of the Assistant Commissioner 

for Patents 

'35 USC 151 permits payment of the issue fee within three months 

of the date that the Notice of Allowance is mailed to the applicant. 

235 USC 133 does not permit a response period to be less than 

thirty days from the date te PTO action is given or mailed to the 
applicant. 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
RIN 0651-XX09 


Guidelines for the Examination of Claims 
Directed to Species of Chemical Compositions 
Based Upon a Single Prior Art Reference 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice. 


SUMMARY: The Patent and Trademark Office (PTO) is publish- 
ing the final version of guidelines to be used by Office personnel 
in reviewing a certain type of patent application for compliance 
with 35 U.S.C. §103. The guidelines are to be used when 
examining claims directed to a species or subgenus of chemical 
compositions when: (1) the claims have been rejected based upon 
a single prior art reference, and (2) the single prior art reference 
discloses a genus embracing the claimed species or subgenus but 
does not expressly describe the particular claimed species or 
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subgenus. Because these guidelines govern internal practices, they 
are exempt from notice and comment rulemaking under 5 U.S.C. 
§ 553(b)(A). 


DATES: The guidelines are effective September 3, 1998. 


FOR FURTHER INFORMATION CONTACT: Linda Moncys 
Isacson, Office of the Solicitor, P.O. Box 15667, Arlington, 
Virginia 22215 or Linda S. Therkorn, Box Comments, Assistant 
Commissioner for Patents, ‘Washington, D.C. 20231, or by fac- 
simile transmission to (703) 305-9373 or by electronic mail over 
the Internet to baird-comments@uspto.gov. 


SUPPLEMENTAL INFORMATION: 
Discussion of Public Comments: 


Comments were received by the PTO from two different 
individuals and one organization in response to the Request for 
Comments on the Interim Guidelines for the Examination of 
Claims Directed to Species of Chemical Compositions Based 
Upon a Single Prior Art Reference published February 11, 1997 
(62 FR 6217). All comments have been carefully considered. 


The following comments have been substantively adopted to 
effect changes in the guidelines: 


(1) A suggestion to annotate the flowchart with references to 
corresponding sections of text in the guidelines was adopted. 


(2) One comment suggested that the guidelines inappropriately 
focussed solely on the number of possible members of a prior art 
genus to determine whether the prior art genus anticipated a 
claimed species or subgenus. Attention was drawn to the discus- 
sion of Jn re Petering, 301 F.2d 676, 133 USPQ 275 (CCPA 1962) 
in the text at section II.A.4.a and note 22, which seemed to suggest 
that size of the genus alone was sufficient to support a finding of 
anticipation. These portions of the guidelines have been modified 
to indicate that size of the genus is only one factor to be considered 
in determining anticipation. 


(3) One comment suggested that the guidelines be supplemented 
to direct Office personnel to consider the sufficiency of the 
preparative methods disclosed in the cited reference. Failure of a 
prior art reference to disclose or render obvious a method for 
making any composition of matter may preclude a conclusion that 
the composition would have been obvious if the disclosure is not 
enabling. However, once a prima facie case of obviousness is 
made out by the PTO, the initial burden of going forward with 
evidence to show that no process was known in the art for 
preparing the compound is on the applicant. Accordingly, the 
guidelines have been changed at section II.B to include consider- 
ation of sufficiency of disclosure of preparative methods as rebuttal 
evidence to overcome a prima facie case of obviousness. 


(4) One comment suggested that the language in section II.A.2 
of the guidelines and in corresponding portions of the flowchart 
instructing Office personnel to make explicit findings on the 
similarities and differences between “the closest prior art refer- 
ence” and the claimed species or subgenus be changed to direct 
findings to be made between the “closest disclosed species or 
subgenus” and the claimed species or subgenus for accuracy and 
clarity. This change has been made in the text. 


(5) One comment suggested that section I1.A.4.d be clarified to 
indicate that the utility disclosed in a reference need not be the 
same as the stated utility of the claimed compound. Language has 
been added to indicate that any useful property may be the basis of 
a finding of motivation. 


(6) One comment suggested that language in section II.B. 
stating that evidence of an unexpected property may not be 
sufficient to overcome a prima facie case of obviousness, regard- 
less of the scope of the showing, is not accurate in view of the law. 
Language has been added to the associated footnote to clarify that 
a showing of an unexpected property is sufficient in most circum- 
stances. 
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The following comments have been considered but have not 
been adopted for the reasons discussed below: 


(1) One comment suggested that more emphasis be placed on 
additional references which may teach away from the claimed 
compound(s) due to a disclosure of related compounds having or 
expected to have disadvantages not possessed by the claimed 
compound(s). This comment was not adopted because it focuses 
on “additional references,” whereas the scope of these guidelines 
is directed to situations involving rejections over a single refer- 
ence. The guidelines already clearly instruct Office personnel that 
they must consider any additional references or evidence of 
teaching away that are present. 


(2) One comment suggested that the guidelines were too limited 
in scope because they focused on rejections based on a single 
reference as opposed to rejections based on more than one 
reference. The scope of these guidelines is intended to address a 
specific issue, i.e., the situation where only one reference disclos- 
ing a genus but not the claimed species is found. Although the 
principles discussed in these guidelines are generally applicable to 
all rejections under 35 U.S.C. § 103, the explicit scope of these 
guidelines will not be changed 


(3) One comment suggested that section II.A.4.f of the guide- 
lines inappropriately instructs Office personnel to focus only on 
evidence supporting a rejection rather than making a complete 
analysis. Section II.A.4.f of the guidelines additionally instructs 
Office personnel to consider the totality of the evidence in each 
case. Furthermore, Office personnel are instructed in section II.B 
to consider whether rebuttal evidence overcomes a prima facie 
case of obviousness and in section III to reconsider all evidence in 
reaching a conclusion. Thus, the guidelines presently clearly 
require all evidence to be considered, not only evidence supporting 
a rejection. 


(4) One comment suggested that the last sentence of section 
t! A.4.c assumes that a generic teaching in a reference, by itself, is 
never enough to make out a prima facie case of obviousness. The 
referenced language does not suggest this, but rather it merely 
states the general proposition that in most cases, additional 
teachings of structural similarity to the disclosed species or 
subgenus are necessary. Accordingly, no change has been made. 


(5) One comment suggested that the guidelines address the 
significance of the type of reference involved, i.e. whether there is 
a difference between a journal publication, a U.S. Patent, a foreign 
patent, etc. This suggestion has not been adopted, because for 
substantive analysis under 35 U. S.C. §103, each reference should 
be considered for all of its teachings, regardless of its form. 


(6) One comment suggested that the guidelines address the 
significance of the presence or absence of any activity testing of 
disclosed species in the reference. The guidelines already instruct 
Office personnel to consider any teachings of similar properties or 
uses, predictability of the technology, and any other teachings 
present in the reference that would support selection of the claimed 
compound. Consideration of any disclosed testing data is sub- 
sumed in these considerations. 


I. Guidelines for the Examination of Claims Directed to 
Species of Chemical Compositions Based Upon a Single Prior 
Art Reference 


These “Genus-Species Guidelines” are to assist Office personnel 
in the examination of applications which contain claims to species 
or a subgenus of chemical compositions for compliance with 35 
U.S.C. § 103 based upon a single prior art reference which 
discloses a genus encompassing the claimed species or subgenus 
but does not expressly disclose the particular claimed species or 
subgenus. Office personnel should attempt to find additional prior 
art to show that the differences between the prior art primary 
reference and the claimed invention as a whole would have been 
obvious. Where such additional prior art is not found, Office 
personnel should follow these guidelines to determine whether a 
single reference 35 U.S.C. § § 103 rejection would be appropriate. 
The guidelines are based on the Office’s current understanding of 
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the law and are believed to be fully consistent with binding 
precedent of the Supreme Court, the Federal Circuit, and the 
Federal Circuit's predecessor courts 


The analysis of the guidelines begins at the point during 
examination after a single prior art reference is found disclosing a 
genus encompassing the claimed species or subgenus. Before 
reaching this point, Office personnei should follow appropriate 
antecedent examination procedures. Accordingly, Office personnel 
should first analyze the claims as a whole in light of and consistent 
with the written description, considering all claim limitations.’ 
Next, Office personnel should conduct a thorough search of the 
prior art and identify all relevant references.” If the most relevant 
prior art consists of a single prior art reference disclosing a genus 
encompassing the claimed species or subgenus, Office personnel 
should follow the guidelines set forth herein. 


These guidelines do not constitute substantive rulemaking and 
hence do not have the force and effect of law. Rather, they are to 
assist Office personnel in analyzing claimed subject matter for 
compliance with substantive law. Thus, rejections must be based 
upon the substantive law, and it is these rejections which are 
appealable, not any failure by Office personnel to follow these 
guidelines. 


Office personnel are to rely on these guidelines in the event of 
any inconsistent treatment of issues between these guidelines and 
any earlier provided guidance from the Office. 


II. Determine Whether the Claimed Species or Subgenus 
Would Have Been Obvious to One of Ordinary Skill in the 
Pertinent Art at the Time the Invention Was Made 


The patentability of a claim to a specific compound or subgenus 
embraced by a prior art genus should be analyzed no differently 
than any other claim for purposes of 35 U.S.C. § 103.2 A 
determination of patentability under 35 U.S.C. § 103 should be 
made upon the facts of the particular case in view of the totality of 
the circumstances.* Use of per se rules by Office personnel is 
improper for determining whether claimed subject matter would 
have been obvious under 35 U.S.C. § 103.° The fact that a claimed 
species or subgenus is encompassed by a prior art genus is not 
sufficient by itself to establish a prima facie case of obviousness.° 


A proper obviousness analysis involves a three step process. 
First, Office personnel should establish a prima facie case of 
unpatentability considering the factors set out by the Supreme 
Court in Graham v. John Deere.’ \f a prima facie case is 
established, the burden shifts to applicant to come forward with 
rebuttal evidence or argument to overcome the prima facie case.” 
Finally, Office personnel should evaluate the totality of the facts 
and all of the evidence to determine whether they still support a 
conclusion that the claimed invention would have been obvious to 
one of ordinary skill in the art at the time the invention was made.” 


A. Establishing a Prima Facie Case of Obviousness 


To establish a prima facie case of obviousness in a genus- 
species chemical composition situation, as in any other 35 U.S.C. 
§ 103 case, it is essential that Office personnel find some 
motivation or suggestion to make the claimed invention in light of 
the prior art teachings.'° In order to find such motivation or 
suggestion there should be a reasonable likelihood that the claimed 
invention would have the properties disclosed by the prior art 
teachings.'' These disclosed findings should be made with a 
complete understanding of the first three “Graham factors.”!? 
Thus, Office personnel should (1) determine the “scope and 
content of the prior art”; (2) ascertain the “differences between the 
prior art and the claims at issue”; and (3) determine “the level of 
ordinary skill in the pertinent art.”'* 


1. Determine The Scope and Content of the Prior Art 


As an initial matter, Office personnel should determine the scope 
and content of the relevant prior art. Each reference must qualify 
as prior art under 35 U.S.C. § 102,'* and should be in the field of 
applicant’s endeavor, or be reasonably pertinent to the particular 
problem with which the inventor was concerned.'* 
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In the case of a prior art reference disclosing a genus, Office 
personnel should make findings as to (1) the structure of the 
disclosed prior art genus and that of any expressly described 
species or subgenus within the genus; (2) any physical or chemical 
properties and utilities disclosed for the genus, as well as any 
suggested limitations on the usefulness of the genus, and any 
problems alleged to be addressed by the genus; (3) the predict- 
ability of the technology; and (4) the number of species encom- 
passed by the genus taking into consideration all of the variables 
possible. 


2. Ascertain The Differences Between the Closest Disclosed 
Prior Art Species or Subgenus of Record and the Claimed 
Species or Subgenus 


Once the structure of the disclosed prior art genus and that of 
any expressly described species or subgenus within the genus are 
identified, Office personnel should compare it to the claimed 
species or subgenus to determine the differences. Through this 
comparison, the closest disclosed species or subgenus in the prior 
art reference should be identified and compared to that claimed. 
Office personnel should make explicit findings on the similarities 
and differences between the closest disclosed prior art species or 
subgenus of record and the claimed species or subgenus including 
findings relating to similarity of structure, chemical properties and 
utilities. 


3. Determine the Level of Skill in the Art 


Office personnel should evaluate the prior art from the stand- 
point of the hypothetical person having ordinary skill in the art at 
the time the claimed invention was made."’ In most cases, the only 
facts of record pertaining to the level of skill in the art will be 
found within the prior art reference. However, any additional 
evidence presented by applicant should be evaluated. 


4. Determine Whether One of Ordinary Skill in the Art 
Would Have Been Motivated to Select the Claimed Species or 
Subgenus 


In light of the findings made relating to the three Graham 
factors, Office personnel should determine whether one of ordinary 
skill in the relevant art would have been motivated to make the 
claimed invention as a whole, i.e., to select the claimed species or 
subgenus from the disclosed prior art genus.'* To address this key 
issue, Office personnel should consider all relevant prior art 
teachings, focusing on the following, where present. 


a. Consider the Size of the Genus 


Consider the size of the prior art genus, bearing in mind that size 
alone cannot support an obviousness rejection.'? There is no 
absolute correlation between the size of the prior art genus and a 
conclusion of obviousness.*” Thus, the mere fact that a prior art 
genus contains a small number of members does not create a per 
se rule of obviousness. Some motivation to select the claimed 
species or subgenus must be taught by the prior art.*! However, a 
genus may be so small that, when considered in light of the totality 
of the circumstances, it would anticipate the claimed species or 
subgenus. For example, it has been held that a prior art genus 
containing only 20 compounds and a limited number of variations 
in the generic chemical formula inherently anticipated a claimed 
species within the genus because “one skilled in [the] art would . 

. envisage each member” of the genus.~ 


b. Consider the Express Teachings 


If the prior art reference expressly teaches a particular reason to 
select the claimed species or subgenus, Office personnel should 
point out the express disclosure which would have motiv ated one 
of ordinary skill in the art to select the claimed invention.~ 


c. Consider the Teachings of Structural Similarity 


Consider any teachings of a “typical,” “preferred,” or “opti- 
mum” species or subgenus within the disclosed genus. If such a 
species or subgenus is structurally similar to that claimed, its 
disclosure may motivate one of ordinary skill in the art to choose 
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the claimed species or subgenus from the genus,”* based on the 
reasonable expectation that structurally similar species usually 
have similar properties.2° The utility of such properties will 
normally prov ide some motivation to make the claimed species or 
subgenus.”° 


In making an obviousness determination, Office personnel 
should consider the number of variables which must be selected or 
modified, and the nature and significance of the differences 
between the prior art and the claimed invention.*’ The closer the 
physical and chemical similarities between the claimed species or 
subgenus and any exemplary species or subgenus disclosed in the 
prior art, the greater the expectation that the claimed subject matter 
will function in an equivalent manner to the genus.”* 


Similarly, consider any teaching or suggestion in the reference 
of a preferred species or subgenus that is significantly different in 
structure from the claimed species or subgenus. Such a teaching 
may weigh against selecting the claimed species | or subgenus and 
thus against a determination of obviousness.”” For example, 
teachings of preferred species of a complex nature within a 
disclosed genus may motivate an artisan of ordinary skill to make 
similar complex species and thus teach away from making simple 
species within the genus.*° Concepts used to analyze the structural 
similarity of chemical compounds in other types of chemical cases 
are equally useful in analyzing genus-species cases.*' Generally, 
some teaching of a structural similarity will be necessary to 
suggest selection of the claimed species or subgenus.*? 


d. Consider the Teachings of Similar Properties or Uses 


Consider the properties and utilities of the structurally similar 
prior art species or subgenus. It is the properties and utilities that 
provide real world motivation for a person of ordinary skill to 
make species structurally similar to those in the prior art.°* 
Conversely, lack of any known useful properties weighs against a 
finding of motivation to make or select a species or subgenus.** 
However, the prior art need not disclose a newly discovered 
property in order for there to be a prima facie case of obvious- 
ness.*° If the claimed invention and the structurally similar prior 
art species share any useful property, that will generally be 
sufficient to motivate an artisan of ordinary skill to make the 
claimed species.*° For example, based on a finding that a tri-ortho 
ester and a tetra-ortho ester behave similarly in certain chemical 
reactions, it has been held that one of ordinary skill in the relevant 
art would have been motivated to select either structure.*” In fact, 
similar properties may normally be presumed when compounds 
are very close in structure.* * Thus, evidence of similar properties 
or evidence of any useful properties disclosed in the prior art that 
would be expected to be shared by the claimed invention weighs 
in favor of a conclusion that the claimed invention would have 
been obvious. 


e. Consider the Predictability of the Technology 


Consider the predictability of the technology.*” If the technol- 
ogy is unpredictable, it is less likely that structurally similar 
species will render a claimed species obvious because it may not 
be reasonable to infer that they would share similar properties.* 
However, obviousness does not require absolute predictability, 
only a reasonable expectation of success, i.e., a reasonable 
expectation of obtaining similar properties.*? 


f. Consider Any Other Teaching to Support the Selection of 
the Species or Subgenus 


The categories of relevant teachings enumerated above are those 
most frequently encountered in a genus-species case, but they are 
not exclusive. Office personnel should consider the totality of the 
evidence in each case. In unusual cases, there may be other 
relevant teachings sufficient to support the selection of the species 
or subgenus and, therefore, a conclusion of obviousness. 


5. Make Express Fact-Findings And Determine Whether 
They Support A Prima Facie Case of Obviousness 


Based on the evidence as a whole,** Office personnel should 
make express fact-findings relating to the Graham factors, focus- 
ing primarily on the prior art teachings discussed above. The 
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fact-findings should specifically articulate what teachings or sug- 
gestions in the prior art would have motivated one of ordinary skill 
in the art to select the claimed species or subgenus.** Thereafter, it 
should be determined whether these findings, considered as a 
whole, support a prima facie case that the claimed invention would 
have been obvious to one of ordinary skill in the relevant art at the 
time the invention was made. 


B. Determining Whether Rebuttal Evidence Is Sufficient To 
Overcome the Prima Facie Case of Obviousness 


If a prima facie case of obviousness is established, the burden 
shifts to the applicant to come forward with arguments and/or 
evidence to rebut the prima facie case.*> Rebuttal evidence and 
arguments can be presented in the specification,*° by counsel,*” or 
by way of an affidavit or declaration under 37 CFR § 1.132.** 
However, arguments of counsel cannot take the place of factually 
supported objective evidence.*” 


Office personnel should consider all rebuttal arguments and 
evidence presented by applicants.*° Rebuttal evidence may include 
evidence of “secondary considerations,” such as “commercial 
success, long felt but unsolved needs, [and] failure of others,”*' 
evidence that the claimed invention yields unexpectedly improved 
properties or properties not present in the prior art,°? or evidence 
that the claimed invention was copied by others.** It may also 
include evidence of the state of the art, the level of skill in the art, 
and the beliefs of those skilled in the art.°* For example, rebuttal 
evidence may include a showing that the prior art fails to disclose 
or render obvious a method for making the compound, which 
would preclude a conclusion of obviousness of the compound.** 


Consideration of rebuttal evidence and arguments requires 
Office personnel to weigh the proffered evidence and arguments. 
Office personnel should avoid giving evidence no weight, except 
in rare circumstances.*° However, to be entitled to substantial 
weight, the applicant should establish a nexus between the rebuttal 
evidence and the claimed invention,*” i.e., objective evidence of 
nonobviousness must be attributable to the claimed invention.** 
Additionally, the evidence must be reasonably commensurate in 
scope with the claimed invention.*? However, an exemplary 
showing may be sufficient to establish a reasonable correlation 
between the showing and the entire scope of the claim, when 
viewed by a skilled artisan.’ On the other hand, evidence of an 
unexpected property may not be sufficient regardless of the scope 
of the showing.®' Accordingly, each case should be evaluated 
individually based on the totality of the circumstances. 


Office personnel should not evaluate rebuttal evidence for its 
“knockdown” value against the prima facie case? or summarily 
dismiss it as not compelling or insufficient. If the evidence is 
deemed insufficient to rebut the prima facie case of obviousness, 
Office personnel should specifically set forth the facts and reason- 
ing that justify this conclusion. 


Ill. Reconsider All Evidence and Clearly Communicate Find- 
ings and Conclusions 


A determination under 35 U.S.C. § 103 should rest on all the 
evidence and should not be influenced by any earlier conclusion.°* 
Thus, once the applicant has presented rebuttal evidence, Office 
personnel should reconsider any initial obviousness determination 
in view of the entire record.®* All the proposed rejections and their 
bases should be reviewed to confirm their correctness. Only then 
should any rejection be imposed in an Office action. The Office 
action should clearly communicate the Office’s findings and 
conclusions, articulating how the conclusions are supported by the 
findings. 


Where applicable, the findings should clearly articulate which 
portions of the reference support any rejection. Explicit findings on 
motivation or suggestion to select the claimed invention should 
also be articulated in order to support a 35 U.S.C. § 103 ground of 
rejection.°° Conclusory statements of similarity or motivation, 
without any articulated rationale or evidentiary support, do not 
constitute sufficient factual findings. 
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VI. Endnotes 


1. When evaluating the scope of a claim, every limitation in the 
claim must be considered. E.g., In re Ochiai, 71 F.3d 1565, 1572, 
37 USPQ2d 1127, 1133 (Fed. Cir. 1995). However, the claimed 
invention may not be dissected into discrete elements to be 
analyzed in isolation, but must be considered as a whole. E.g., W.L. 
Gore & Assoc., Inc. v. Garlock, Inc., 721 F.2d 1540, 1548, 220 
USPQ 303, 309 (Fed. Cir. 1983), cert. denied, 469 U.S. 851 
(1984): Jones v. Hardy, 727 F.2d 1524, 1530, 220 USPQ 1021, 
1026 (Fed. Cir. 1983) (“treating the advantage as the invention 
disregards the statutory requirement that the invention be viewed 
‘as a whole’”). 


2. Both claimed and unclaimed aspects of the invention should be 
searched if there is a reasonable expectation that the unclaimed 
aspects may be later claimed. 


3. “The section § 103 requirement of unobviousness is no different 
in chemical cases than with respect to other categories of patent- 
able inventions.” Jn re Papesch, 315 F.2d 381, 385, 137 USPQ 43, 
47 (CCPA 1963). 


4. E.g., In re Dillon, 919 F.2d 688, 692-93, 16 USPQ2d 1897, 1901 
(Fed. Cir. 1990)(in banc). 


5. E.g., In re Brouwer, 77 F.3d 422, 425, 37 USPQ2d 1663, 1666 
(Fed. Cir. 1996); In re Ochiai, 71 F.3d 1565, 1572, 37 USPQ2d 
1127, 1133 (Fed. Cir. 1995); In re Baird, 16 F.3d 380, 382, 29 
USPQ2d 1550, 1552 (Fed. Cir. 1994). 


6. In re Baird, 16 F.3d 380, 382, 29 USPQ2d 1550, 1552 (Fed. Cir. 
1994) (“The fact that a claimed compound may be encompassed 
by a disclosed generic formula does not by itself render that 
compound obvious.”’); /n re Jones, 958 F.2d 347, 350, 21 USPQ2d 
1941, 1943 (Fed. Cir. 1992) (Federal Circuit has “decline[d] to 
extract from Merck [& Co. v. Biocraft Laboratories Inc., 874 F.2d 
804, 10 USPQ2d 1843 (Fed. Cir. 1989)] the rule that . . . regardless 
of how broad, a disclosure of a chemical genus renders obvious 
any species that happens to fall within it.”). See also In re Deuel, 
51 F.3d 1552, 1559, 34 USPQ2d 1210, 1215 (Fed. Cir. 1995). 


7. E.g., In re Bell, 991 F.2d 781,783, 26 USPQ2d 1529, 1531 (Fed. 
Cir. 1993) (“The PTO bears the burden of establishing a case of 
prima facie obviousness.”’); In re Rijckaert, 9 F.3d 1531, 1532, 28 
USPQ2d 1955, 1956 (Fed. Cir. 1993); In re Oetiker, 977 F.2d 
1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Cir. 1992). Graham v. 
John Deere Co., 383 U.S. 1, 17-18 (1966), requires that to make 
out a case of obviousness, one must: (1) determine the scope and 
contents of the prior art; (2) ascertain the differences between the 
prior art and the claims in issue; (3) determine the level of skill in 
the pertinent art; and (4) evaluate any evidence of secondary 
considerations. 


8. E.g., Bell, 991 F.2d at 783-84, 26 USPQ2d at 1531; Rijckaert, 
9 F.3d at 1532, 28 USPQ2d at 1956; Oetiker, 977 F.2d at 1445, 24 
USPQ2d at 1444. 


9. Id. 


10. E.g., In re Brouwer, 77 F.3d 422, 425, 37 USPQ2d 1663, 1666 
(Fed. Cir. 1996) (“[T]he mere possibility that one of the esters or 
the active methylene group-containing compounds . . . could be 
modified or replaced such that its use would lead to the specific 
sulfoalkylated resin recited in claim 8 does not make the process 
recited in claim 8 obvious ‘unless the prior art suggested the 
desirability of [such a] modification’ or replacement.”’) (quoting /n 
re Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. Cir. 
1984); In re Vaeck, 947 F.2d 488, 493, 20 USPQ2d 1438, 1442 
(Fed. Cir. 1991) (“[A] proper analysis under § 103 requires, inter 
alia, consideration of . . . whether the prior art would have 
suggested to those of ordinary skill in the art that they should make 
the claimed composition or device, or carry out the claimed 
process.”). 


11. The prior art disclosure may be express, implicit, or inherent. 
Regardless of the type of disclosure, the prior art must provide 
some motivation to one of ordinary skill in the art to make the 
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claimed invention in order to support a conclusion of obviousness. 
E.g., Vaeck, 947 F.2d at 493, 20 USPQ2d at 1442 (A proper 
obviousness analysis requires consideration of “whether the prior 
art would also have revealed that in so making or carrying out [the 
claimed invention], those of ordinary skill would have a reason- 
able expectation of success.”); In re Dow Chemical Co., 837 F.2d 
469, 473, 5 USPQ2d 1529, 1531 (Fed. Cir. 1988) (“The consistent 
criterion for determination of obviousness is whether the prior art 
would have suggested to one of ordinary skill in the art that this 
process should be carried out and would have a reasonable 
likelihood of success, viewed in the light of the prior art.”); 
Hodosh v. Block Drug Co., 786 F.2d 1136, 1143 n.5, 229 USPQ 
182, 187 n.5 (Fed. Cir. 1986). 


12. When evidence of secondary considerations such as unex- 
pected results is initially before the Office, for example in the 
specification, that evidence should be considered in deciding 
whether there is a prima facie case of obviousness. The determi- 
nation as to whether a prima facie case exists should be made on 
the full record before the Office at the time of the determination. 


13. Graham v. John Deere, 383 U.S. 1, 17, 148 USPQ 459, 467 
(1966). Accord, e.g., In re Paulsen, 30 F.3d 1475, 1482, 31 
USPQ2d 1671, 1676 (Fed. Cir. 1994). 


14. E.g., Panduit Corp. v. Dennison Mfg. Co., 810 F.2d 1561, 
1568, 1 USPQ2d 1593, 1597 (Fed. Cir. 1987) (“Before answering 
Graham's ‘content’ inquiry, it must be known whether a patent or 
publication is in the prior art under 35 U.S.C. 102.”). 


15. In re Oetiker, 977 F.2d 1443, 1447, 24 USPQ2d 1443, 1445 
(Fed. Cir. 1992). Accord, e.g., In re Clay, 966 F.2d 656, 658-59, 23 
USPQ2d 1058, 1060 (Fed. Cir. 1992). 


16. In Stratoflex, Inc. v. Aeroquip Corp., 713 F.2d 1530, 1537, 218 
USPQ 871,877 (Fed. Cir. 1983), the Court noted that “the question 
under 35 U.S.C. § 103 is not whether the differences [between the 
claimed invention and the prior art] would have been obvious” but 
“whether the claimed invention as a whole would have been 
obvious.” (emphasis in original). 


17. See, Ryko Manufacturing Co. v. Nu-Star Inc., 950 F.2d 714, 
718, 21 USPQ2d 1053, 1057 (Fed. Cir. 1991) (“The importance of 
resolving the level of ordinary skill in the art lies in the necessity 
of maintaining objectivity in the obviousness inquiry.”); Uniroyal 
Inc. v. Rudkin-Wiley Corp., 837 F.2d 1044, 1050, 5 USPQ2d 1434, 
1438 (Fed. Cir. 1988) (evidence must be viewed from position of 
ordinary skill, not of an expert). 


18. E.g., Ochiai, 71 F.3d at 1569-70, 37 USPQ2d at 1131; Deuel, 
51 F.3d at 1557, 34 USPQ2d at 1214 (“[A] prima facie case of 
unpatentability requires that the teachings of the prior art suggest 
the claimed compounds to a person of ordinary skill in the art.” 
(emphasis in original)); Jones, 958 F.2d at 351, 21 USPQ2d at 
1943-44 (Fed. Cir. 1992); Dillon, 919 F.2d at 692, 16 USPQ2d at 
1901; In re Lalu, 747 F.2d 703, 705, 223 USPQ 1257, 1258 (Fed. 
Cir. 1984) (“The prior art must provide one of ordinary skill in the 
art the motivation to make the proposed molecular modifications 
needed to arrive at the claimed compound.”). See also In re Kemps, 
97 F.3d 1427, 1430, 40 USPQ2d 1309, 1311 (Fed. Cir. 1996) 
(discussing motivation to combine). 


19. See, e.g., Baird, 16 F.3d at 383, 29 USPQ2d at 1552 (observing 
that “it is not the mere number of compounds in this limited class 
which is significant here but, rather, the total circumstances 
involved”). 


20. Id. 


21. See, e.g., Deuel, 51 F.3d at 1558-59, 34 USPQ2d at 1215 (“No 
particular one of these DNAs can be obvious unless there is 
something in the prior art to lead to the particular DNA and 
indicate that it should be prepared.”); Baird, 16 F.3d at 382-83, 29 
USPQ2d at 1552; Bell, 991 F.2d at 784, 26 USPQ2d at 1531 
(“Absent anything in the cited prior art suggesting which of the 
10°° possible sequences suggested by Rinderknecht corresponds to 
the IGF gene, the PTO has not met its burden of establishing that 
the prior art would have suggested the claimed sequences.”). 
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22. In re Petering, 301 F.2d 676, 681, 133 USPQ 275, 280 (CCPA 
1962) (emphasis in original). More specifically, the court in 
Petering stated: 


A simple calculation will show that, excluding isomerism within 
certain of the R groups, the limited class we find in Karrer contains 
only 20 compounds. However, we wish to point out that it is not 
the mere number of compounds in this limited class which is 
significant here but, rather, the total circumstances involved, 
including such factors as the limited number of variations for R, 
only two alternatives for Y and Z, no alternatives for the other ring 
positions, and a large unchanging parent structural nucleus. With 
these circumstances in mind, it is our opinion that Karrer has 
described to those with ordinary skill in this art each of the various 
permutations here involved as fully as if he had drawn each 
structural formula or had written each name. 


Id. (emphasis in original). 


Accord In re Schaumann, 572 F.2d 312, 316, 197 USPQ 5, 9 
(CCPA 1978) (prior art genus encompassing claimed species 
which disclosed preference for lower alkyl secondary amines and 
properties possessed by the claimed compound constituted de- 
scription of claimed compound for purposes of 35 U.S.C. § 
102(b)). C.f., In re Ruschig, 343 F.2d 965, 974, 145 USPQ 274, 
282 (CCPA 1965) (Rejection of claimed compound in light of prior 
art genus based on Petering is not appropriate where the prior art 
does not disclose a small recognizable class of compounds with 
common properties... 


23. An express teaching may be based on a statement in the prior 
art reference such as an art recognized equivalence. For example, 
see Merck & Co. v. Biocraft Labs., 874 F.2d 804, 807, 10 USPQ2d 
1843, 1846 (Fed. Cir. 1989) (holding claims directed to diuretic 
compositions comprising a specific mixture of amilofide and 
hydrochlorothiazide were obvious over a prior art reference 
expressly teaching that amilofide was a pyrazinoylguanidine 
which could be co-administered with potassium excreting diuretic 
agents, including hydrochlorothiazide which was a named ex- 
ample, to produce a diuretic with desirable sodium and potassium 
eliminating properties). See also, In re Kemps, 97 F.3d 1427, 1430, 
40 USPQ2d 1309, 1312 (Fed. Cir. 1996) (holding there is sufficient 
motivation to combine teachings of prior art to achieve claimed 
invention where one reference specifically refers to the other). 


24. E.g., Dillon, 919 F.2d at 696, 16 USPQ2d at 1904. See also 
Deuel, 51 F.3d at 1558, 34 USPQ2d at 1214 (“Structural relation- 
ships may provide the requisite motivation or suggestion to modify 
known compounds to obtain new compounds. For example, a prior 
art compound may suggest its homologs because homologs often 
have similar properties and therefore chemists of ordinary skill 
would ordinarily contemplate making them to try to obtain 
compounds with improved properties.”’). 


25. E.g., Dillon, 919 F.2d at 693, 16 USPQ2d at 1901. 
26. See id. 


27. E.g., In re Jones, 958 F.2d 347, 350, 21 USPQ2d 1941, 1943 
(Fed. Cir. 1992) (reversing obviousness rejection of novel dicamba 
salt with acyclic structure over broad prior art genus encompassing 
claimed salt, where disclosed examples of genus were dissimilar in 
structure, lacking an ether linkage or being cyclic); Jn re Susi, 440 
F.2d 442, 445, 169 USPQ 423, 425 (CCPA 1971) (the difference 
from the particularly preferred subgenus of the prior art was a 
hydroxyl group, a difference conceded by applicant “to be of little 
importance.”). 


In the area of biotechnology, an exemplified species may differ 
from a claimed species by a conservative substitution (“the 
replacement in a protein of one amino acid by another, chemically 
similar, amino acid . . . [which] is generally expected to lead to 
either no change or only a small change in the properties of the 
protein.” Dictionary of Biochemistry and Molecular Biology 97 


(John Wiley & Sons, 2d ed. 1989)). The effect of a conservative 
substitution on protein function depends on the nature of the 
substitution and its location in the chain. Although at some 
locations a conservative substitution may be benign, in some 
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proteins only one amino acid is allowed at a given position. For 
example, the gain or loss of even one methyl group can destabilize 
the structure if close packing is required in the interior of domains. 
James Darnell et al., Molecular Cell Biology. 51 (2d ed. 1990). 


28. E.g., Dillon, 919 F.2d at 696, 16 USPQ2d at 1904 (and cases 
cited therein). Cf. Baird, 16 F.3d at 382-83, 29 USPQ2d at 1552 
(disclosure of dissimilar species can provide teaching away). 


29. Baird, 16 F.3d at 382-83, 29 USPQ2d at 1552 (reversing 
obviousness rejection of species in view of large size of genus and 
disclosed “optimum” species which differed greatly from and were 
more complex than the claimed species); Jones, 958 F.2d at 350, 
21 USPQ2d at 1943 (reversing obviousness rejection of novel 
dicamba salt with acyclic structure over broad prior art genus 
encompassing claimed salt, where disclosed examples of genus 
were dissimilar in structure, lacking an ether linkage or being 
cyclic). 


30. Baird, 16 F.3d at 382, 29 USPQ2d at 1552. See also Jones, 958 
F.2d at 350, 21 USPQ2d at 1943 (disclosed salts of genus held not 
sufficiently similar in structure to render claimed species prima 
facie obvious). 


31. For example, a claimed tetra-orthoester fuel composition was 
held to be obvious in light of a prior art tri-orthoester fuel 
composition based on their structural and chemical similarity and 
similar use as fuel additives. Dillon, 919 F.2d at 692-93, 16 
USPQ2d at 1900-02. 


Likewise, claims to amitriptyline used as an antidepressant were 
held obvious in light of the structural similarity to imipramine, a 
known antidepressant prior art compound, where both compounds 
were tricyclic dibenzo compounds and differed structurally only in 
the replacement of the unsaturated carbon atom in the center ring 
of amitriptyline with a nitrogen atom in imipramine. Jn re Merck 
& Co., 800 F.2d 1091, 1096-97, 231 USPQ 375, 378-79 (Fed. Cir. 
1986). 


Other structural similarities have been found to support aprima 
facie case of obviousness. E.g., In re May, 574 F.2d 1082, 1093-95, 
197 USPQ 601, 610-11 (CCPA 1978) (stereoisomers); /n re Wilder, 
563 F.2d 457, 460, 195 USPQ 426, 429 (CCPA1977) (adjacent 
homologs and structural isomers); /n re Hoch, 428 F.2d 1341, 
1344, 166 USPQ 406, 409 (CCPA 1970) (acid and ethyl ester); In 
re Druey, 319 F.2d 237, 240, 138 USPQ 39, 41 (CCPA 1963) 
(omission of methyl group from pyrazole ring). 


32. Id. 


33. Dillon, 919 F.2d at 697, 16 USPQ2d at 1905; In re Stemniski, 
444 F.2d 581, 586, 170 USPQ 343, 348 (CCPA 1971). 


34. In re Albrecht, 514 F.2d 1389, 1392, 1395-96, 185 USPQ 585, 
587, 590 (CCPA 1975) (The prior art compound so irritated the 
skin that it could not be regarded as useful for the disclosed 
anesthetic purpose, and therefore a person skilled in the art would 
not have been motivated to make related compounds.); Stemniski, 
444 F.2d at 586, 170 USPQ at 348 (close structural similarity alone 
is not sufficient to create a prima facie case of obviousness when 
the reference compounds lack utility, and thus there is no motiva- 
tion to make related compounds. ). 


35. Dillon, 919 F.2d at 697, 16 USPQ2d at 1904-05 (and cases 
cited therein). 


36. E.g., id. 
37. Id. at 692, 16 USPQ2d at 1900-01. 


38. Dillon, 919 F.2d at 693, 696, 16 USPQ2d at 1901, 1904. See 
also In re Grabiak, 769 F.2d 729, 731, 226 USPQ 870, 871 (Fed. 
Cir. 1985) (“When chemical compounds have ‘very close’ struc- 
tural similarities and similar utilities, without more a prima facie 
case may be made.”). 
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39. Dillon, 919 F.2d at 697-98, 16 USPQ2d at 1905; In re Wilder, 
563 F.2d 457, 461,195 USPQ 426, 430 (CCPA 1977); In re Linter, 
458 F.2d 1013, 1016, 173 USPQ 560, 562 (CCPA 1972). 


40. See, e.g., Dillon, 919 F. 2d at 692-97, 16 USPQ2d at 1901-05; 
In re Grabiak, 769 F.2d 729, 732-33,226 USPQ 870, 872 (Fed. Cir. 
1985). 


41. See e.g., In re May, 574 F.2d 1082, 1094, 197 USPQ 601, 611 
(CCPA 1978) (prima facie obviousness of claimed analgesic 
compound based on structurally similar prior art isomer was 
rebutted with evidence demonstrating that analgesia and addiction 
properties could not be reliably predicted on the basis of chemical 
structure); In re Schechter, 205 F.2d 185, 191, 98 USPQ 144, 150 
(CCPA 1953) (unpredictability in the insecticide field, with ho- 
mologs, isomers and analogs of known effective insecticides 
having proven ineffective as insecticides, was considered as a 
factor weighing against a conclusion of obviousness of the claimed 
compounds). 


42. See, e.g., In re O'Farrell, 853 F.2d 894, 903, 7 USPQ2d 1673, 
1681 (Fed. Cir. 1988). 


43. In re Bell, 991 F.2d 781, 784, 26 USPQ2d 1529, 1531 (Fed. 
Cir. 1993 ); In re Kulling, 897 F.2d 1147, 1149, 14 USPQ2d 1056, 
1057 (Fed. Cir. 1990). 


44. Kulling, 897 F.2d at 1149, 14 USPQ2d at 1058; Panduit Corp. 
v. Dennison Mfg. Co., 810 F.2d 1561, 1579 n.42, 1 USPQ2d 1593, 
1606 n.42 (Fed. Cir. 1987). 


45. E.g., Dillon, 919 F.2d at 692, 16 USPQ2d at 1901. 


46. In re Soni, 54 F.3d 746, 750, 34 USPQ2d 1684, 1687 (Fed. Cir. 
1995). 


47. In re Chu, 66 F.3d 292, 299, 36 USPQ2d 1089, 1094-95 (Fed. 
Cir. 1995). 


48. E.g., Soni, 54 F.3d at 750, 34 USPQ2d at 1687; In re Piasecki, 
745 F.2d 1468, 1474, 223 USPQ 785, 789-90 (Fed. Cir. 1984). 


49. E.g., In re Huang, 100 F.3d 135, 139-40, 40 USPQ2d 1685, 
1689 (Fed. Cir. 1996); In re De Blauwe, 736 F.2d 699, 705, 222 
USPQ 191, 196 (Fed. Cir. 1984). 


50. E.g., In re Soni, 54 F.3d 746, 750, 34 USPQ2d 1684, 1687 
(Fed. Cir. 1995) (error not to consider evidence presented in the 
specification). C.f, In re Alton, 76 F.3d 1168, 37 USPQ2d 1578 
(Fed. Cir. 1996) (error not to consider factual evidence submitted 
to counter a section 112 rejection); /n re Beattie, 974 F.2d 1309, 
1313, 24 USPQ2d 1040, 1042-43 (Fed. Cir. 1992) (Office person- 
nel should consider declarations from those skilled in the art 
praising the claimed invention and opining that the art teaches 
away from the invention.); Piasecki, 745 F.2d at 1472, 223 USPQ 
at 788 (“[Rebuttal evidence] may relate to any of the Graham 
factors including the so-called secondary considerations.”). 


51. Graham v. John Deere Co., 383 U.S. at 17, 148 USPQ at 467. 
See also, e.g., In re Piasecki, 745 F.2d 1468, 1473, 223 USPQ 785, 
788 (Fed. Cir. 1984) (commercial success). 


52. Rebuttal evidence may consist of a showing that the claimed 
compound possesses unexpected properties. Dillon, 919 F.2d at 
692-93, 16 USPQ2d at 1901. A showing of unexpected results 
must be based on evidence, not argument or speculation. In re 
Mayne, 104 F.3d 1339, 1343-44, 41 USPQ2d 1451, 1455-56 (Fed. 
Cir. 1997) (conclusory statements that claimed compound pos- 
sesses unusually low immune response or unexpected biological 
activity that is unsupported by comparative data held insufficient to 
overcome prima facie case of obviousness). 


53. E.g., In re GPAC, 57 F.3d 1573, 1580, 35 USPQ2d 1116, 1121 
(Fed. Cir. 1995); Hybritech Inc. v. Monoclonal Antibodies, 802 
F.2d 1367, 1380, 231 USPQ 81, 90 (Fed. Cir. 1986), cert. denied, 
480 U.S. 947 (1987). 
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54. E.g., In re Oelrich, 579 F.2d 86, 91-92, 198 USPQ 210, 214 
(CCPA 1978) (Expert opinions regarding the level of skill in the art 
were probative of the nonobviousness of the claimed invention.); 
Piasecki, 745 F.2d at 1471, 1473-74, 223 USPQ at 790 (Evidence 
of non-technological nature is pertinent to the conclusion of 
obviousness. The declarations of those skilled in the art regarding 
the need for the invention and its reception by the art were 
improperly discounted by the Board); Beattie, 974 F.2d at 1313, 24 
USPQ2d at 1042-43 (Seven declarations provided by music 
teachers opining that the art teaches away from the claimed 
invention must be considered, but were not probative because they 
did not contain facts and did not deal with the specific prior art that 
was the subject of the rejection.). 


55. A conclusion of obviousness requires that the reference(s) 
relied upon be enabling in that it put the public in possession of the 
claimed invention. The court in /n re Hoeksema, 399 F.2d 269, 
274, 158 USPQ 596, 601 (CCPA 1968), stated: 


Thus, upon careful reconsideration it is our view that if the prior 
art of record fails to disclose or render obvious a method for 
making a claimed compound, at the time the invention was made, 
it may not be legally concluded that the compound itself is in the 
possession of the public. [footnote omitted.] In this context, we say 
that the absence of a known or obvious process for making the 
claimed compounds overcomes a presumption that the compounds 
are obvious, based on close relationships between their structures 
and those of prior art compounds. 


The Hoeksema court further noted that once a prima facie case 
of obviousness is made by the PTO through citation of references, 
the burden is on the applicant to produce contrary evidence 
establishing that the reference being relied on would not enable a 
skilled artisan to produce the different compounds claimed. /d. at 
274-75, 158 USPQ at 601. See also Ashland Oil, Inc. v. Delta 
Resins & Refractories, Inc., 776 F.2d 281, 295, 297, 227 USPQ 
657, 666, 667 (Fed. Cir. 1985) (citing Hoeksema for the proposi- 
tion above); Jn re Grose, 592 F.2d 1161, 1168, 201 USPQ 57, 
63-64 (CCPA 1979) (“One of the assumptions underlying a prima 
facie obviousness rejection based upon a structural relationship 
between compounds, such as adjacent homologs, is that a method 
disclosed for producing one would provide those skilled in the art 
with a method for producing the other . . . Failure of the prior art 
to disclose or render obvious a method for making any composi- 
tion of matter, whether a compound or a mixture of compounds 
like a zeolite, precludes a conclusion that the composition would 
have been obvious.”) 


56. Id. See also In re Alton, 76 F.3d 1168, 1174-75, 37 USPQ2d 
1578, 1582-83 (Fed. Cir. 1996). 


57. The Federal Circuit has acknowledged that applicant bears the 
burden of establishing nexus, stating: 


In the ex parte process of examining a patent application, 
however, the PTO lacks the means or resources to gather evidence 
which supports or refutes the applicant’s assertion that the sales 
constitute commercial success. C.f. Ex parte Remark, 15 USPQ2d 
1498, 1503 ({BPAI] 1990) (evidentiary routine of shifting burdens 
in civil proceedings inappropriate in ex parte prosecution proceed- 
ings because examiner has no available means for adducing 
evidence). Consequently, the PTO must rely upon the applicant to 
provide hard evidence of commercial success. 


In re Huang, 100 F.3d 135, 139-40, 40 USPQ2d 1685, 1689 (Fed. 
Cir. 1996). See also GPAC, 57 F.3d at 1580, 35 USPQ2d at 1121; 
In re Paulsen, 30 F.3d 1475, 1482, 31 USPQ2d 1671, 1676 (Fed. 
Cir. 1994). 


58. E.g., Paulsen, 30 F.3d at 1482, 31 USPQ2d at 1676. (Evidence 
of commercial success of articles not covered by the claims subject 
to the 35 U.S.C. § 103 rejection was not probative of nonobvious- 
ness) 


59. E.g., In re Kulling, 897 F.2d 1147, 1149, 14 USPQ2d 1056, 
1058 (Fed. Cir. 1990); In re Grasselli, 713 F.2d 731, 743, 218 
USPQ 769, 777 (Fed. Cir. 1983). In re Soni, 54 F.3d 746, 34 
USPQ2d 1684 (Fed. Cir. 1995) does not change this analysis. /n 
Soni, the Court declined to consider the Office’s argument that the 
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evidence of non-obviousness was not commensurate in scope with 
the claim because it had not been raised by the Examiner. 54 F.3d 
at 751, 34 USPQ2d at 1688. 


When considering whether proffered evidence is commensurate in 
scope with the claimed invention, Office personnel should not 
require the applicant to show unexpected results over the entire 
range of properties possessed by a chemical compound or com- 
position. E.g., In re Chupp, 816 F.2d 643, 646, 2 USPQ2d 1437, 
1439 (Fed. Cir. 1987). Evidence that the compound or composition 
possesses superior and unexpected properties in one of a spectrum 
of common properties can be sufficient to rebut a prima facie case 
of obviousness. Id. 


For example, a showing of unexpected results for a single member 
of a claimed subgenus.or a narrow portion of a claimed range 
would be sufficient to rebut a prima facie case of obviousness if a 
skilled artisan “could ascertain a trend in the exemplified data that 
would allow him to reasonably extend the probative value 
thereof.” In re Clemens, 622 F.2d 1029, § 1036, 206 USPQ 289, 
296 (CCPA 1980) (Evidence of the unobviousness of a broad range 
can be proven by a narrower range when one skilled in the art 
could ascertain a trend that would allow him to reasonably extend 
the probative value thereof.). But see, Grasselli, 713 F.2d at 743, 
218 USPQ at 778 (evidence of superior properties for sodium 
containing composition insufficient to establish the non-obvious- 
ness of broad claims for acatalyst with “an alkali metal” where it 
was well known in the catalyst art that different alkali metals were 
not interchangeable and applicant had shown unexpected results 
only for sodium containing materials); In re Greenfield, 571 F.2d 
1185, 1189, 197 USPQ 227,230 (CCPA 1978) (evidence of 
superior properties in one species insufficient to establish the 
nonobviousness of a subgenus containing hundreds of com- 
pounds); Jn re Lindner, 457 F.2d 506, 508, 173 USPQ 356, 358 
(CCPA 1972) (one test not sufficient where there was no adequate 
basis for concluding the other claimed compounds would behave 
the sameway). 


60. E.g., Chupp, 816 F.2d at 646, 2 USPQ2d at 1439; Clemens, 622 
F.2d at § 1036, 206 USPQ at 296. 


61. Usually, a showing of unexpected results is sufficient to 
overcome a prima facie case of obviousness. See, e.g., In re 
Albrecht, 514 F.2d 1389, 1396, 185 USPQ 585, 590 (CCPA 1975). 
However, where the claims are not limited to a particular use, and 
where the prior art provides other motivation to select a particular 
species or subgenus, a showing of a new use may not be sufficient 
to confer patentability. See Dillon, 919 F.2d at 692, 16 USPQ2d at 
1900-01. 


62. Piasecki, 745 F.2d at 1473, 223 USPQ at 788. 


63. E.g., Piasecki, 745 F.2d at 1472-73, 223 USPQ at 788; In re Eli 
Lilly & Co., 902 F.2d 943,945, 14 USPQ2d 1741, 1743 (Fed. Cir. 
1990). 


64. E.g., Piasecki, 745 F.2d at 1472, 223 USPQ at 788; Eli Lilly, 
902 F.2d at 945, 14 USPQ2d at 1743. 


65. Dillon, 919 F.2d at 693, 16 USPQ2d at 1901; Jn re Mills, 916 

F.2d 680, 683, 16 USPQ2d 1430, 1433 (Fed. Cir. 1990). 

August 26, 1998 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 

Commissioner of Patents and Trademarks 


{1214 OG 163} 
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SUMMARY: The Patent and Trademark Office (PTO) requests 
comments from any interested member of the public on the 
following Revised Interim Guidelines for Examination of Patent 
Applications Under the 35 U.S.C. § 112, para. 1 “Written 
Description” Requirement (Revised Interim Guidelines). These 
Revised Interim Guidelines will be used by PTO personnel in their 
review of patent applications for compliance with the “written 
description” requirement of 35 U.S.C. § 112, para. 1. This revision 
supersedes the Interim Written Description Guidelines which were 
published contemporaneously in both the Federal Register and 
Official Gazette at 63 FR 32,639 (June 15, 1998) and 1212 0.G. 15 
(July 7, 1998), respectively. This revision reflects the current 
understanding of the PTO regarding the written description re- 
quirement of 35 U.S.C. 112, para. 1 and is applicable to all 
technologies. 


DATES: Written comments on the Revised Interim Guidelines 
will be accepted by the PTO until March 22, 2000. 


ADDRESSES: Written comments should be addressed to Box 8, 
Commissioner of Patents and Trademarks, Washington, DC 
20231, marked to the attention of Stephen Walsh, or to Box 
Comments, Assistant Commissioner for Patents, Washington, DC 
20231, marked to the attention of Linda S. Therkorn. Alternatively, 
comments may be submitted to Stephen Walsh via facsimile at 
(703) 305-9373 or by electronic mail addressed to 
“stephen.walsh@uspto.gov” or to Linda Therkorn via facsimile at 
(703) 305-8825 or by electronic mail addressed to 
“linda.therkorn @uspto. gov.” 


FOR FURTHER INFORMATION CONTACT: Stephen Walsh 
by telephone at (703) 305-9035, by facsimile at (703) 305-9373, 
by mail to his attention addressed to Box 8, Commissioner of 
Patents and Trademarks, Washington, DC 20231, or by electronic 
mail at “stephen.walsh@uspto.gov’; or Linda Therkorn by tele- 
phone at (703) 305-8800, by facsimile at (703) 305-8825, by mail 
addressed to Box Comments, Assistant Commissioner for Patents, 
Washington, DC 20231, or by electronic mail at 
“linda.therkorn @uspto.gov.” 


SUPPLEMENTARY INFORMATION: The PTO requests com- 
ments from any interested member of the public on the following 
Revised Interim Guidelines. As of the publication date of this 
notice, this revision will be used by PTO personnel in their review 
of patent applications for compliance with the “written descrip- 
tion” requirement of 35 U.S.C. 112, para. 1. Because this revision 
governs internal practices, it is exempt from notice and comment 
rulemaking under 5 U.S.C. 553(b)(A). 


Written comments should include the following information: (1) 
Name and affiliation of the individual responding, and (2) an 
indication of whether the comments offered represent views of the 
respondent’s organization or are respondent's personal views. If 
you believe the PTO should further amend these revised interim 
guidelines before they are made final, you should include the 
following information in your comments: (1) The rationale sup- 
porting the proposal, including the identification of applicable 
legal authority; and (2) a description of the potential benefits and 
drawbacks of adopting the proposal. The PTO is particularly 
interested in comments relating to the following topics: (1) The 
accuracy of the methodology, (2) the legal analysis in the guide- 
lines, and (3) relevant factors to consider in determining whether 
the written description requirement is satisfied. 


Parties presenting written comments are requested, where pos- 
sible, to provide their comments in machine-readable format in 
addition to a paper copy. Such submissions may be provided by 
electronic mail messages sent over the Internet, or on a 3.5” floppy 
disk formatted for use in a Macintosh, Windows, Windows for 
Workgroups, Windows 95, Windows 98, Windows NT, or MS- 
DOS based computer. 


Written comments will be available for public inspection on or 
about April 19, 2000, in Suite 918, Crystal Park 2, 2121 Crystal 
Drive, Arlington, Virginia. In addition, comments provided in 
machine readable format will be available through the PTO’s 
Website at http://www.uspto.gov. 
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Discussion of Public Comments 


Comments were received from 13 individuals and 16 organiza- 
tions in response to the Request for Comments on the Interim 
Guidelines for the Examination of Patent Applications Under the 
35 U.S.C. 112, para. 1 “Written Description” Requirement pub- 
lished contemporaneously in the Federal Register and Official 
Gazette at 63 FR 32,639 (June 15, 1998) and 1212 O.G. 15 (July 
7, 1998), respectively; and the Extension of Comment Period and 
Notice of Hearing published at 63 FR 50887 (September 23, 1998) 
and 1214 O.G. 180 (September 29, 1998). The written comments 
and the testimony at the public hearing have been carefully 
considered. 


Overview of Comments 


The majority of comments favored issuance of written descrip- 
tion guidelines, with revisions. Several major issues arose in the 
oral testimony and written comments submitted in response to the 
Interim Guidelines on the Written Description Requirement with 
respect to the scope of the Guidelines, the method of analysis, and 
the content of the examples. In view of the comments and 
testimony received, the Guidelines have been rewritten in a 
technology neutral manner which is broadly applicable to all areas 
of technology and to all types of claims (original, new, or 
amended, and product, process, or product-by-process). Further- 
more, the examples have been removed from the Guidelines and 
examples addressing a broad range of technologies will be 
incorporated into examiner training materials. Revised Interim 
Guidelines are being issued for a second round of Notice and 
Comment because the form and content of the Guidelines are 
sufficiently different from the previous Guidelines that additional 
public comment is desired. 


The Extension of Comment Period and Notice of Hearing 
published at 63 FR 50887 (September 23, 1998) and 1214 O.G. 
180 (September 29, 1998) asked for comments regarding the 
patentability of Expressed Sequence Tags (ESTs). Many comments 
took this opportunity to heavily criticize the patentability of ESTs, 
grounding their arguments in fairness and policy issues. Many 
comments also expressed the opinion that ESTs lacked the utility, 
enablement, and written description necessary to satisfy title 35 of 
the U.S. Code. The Revised Interim Guidelines are not the 
appropriate vehicle to fully address the patentability of ESTs. In 
view of comments and testimony with respect to ESTs and the 
enablement and utility requirements, the Office is revising the 
Utility Guidelines as published at 60 FR 36263 (July 14, 1995), 
and will also be revising the examiner training material with 
regard to both the utility and enablement requirements. Comments 
pertaining to the utility and enablement requirements will be 
addressed in the notice revising the Utility Guidelines. Responses 
to the comments germane to the written description requirement 
are set forth below. 


Responses to Specific Comments 


(1) Comment: Several comments criticized the Guidelines for 
failing to set out a general, systematic examination of the case law 
on written description. Comments mentioned Vas-Cath, Inc. v. 
Mahurkar, 935 F.2d 1555, 19 USPQ2d 1111 (Fed. Cir. 1991), in 
particular as important for summarizing the state of the law as the 
Federal Circuit sees it. Other comments particularly urged a 
general analysis of case law as it pertains to written description for 
chemical compounds, and criticized the fact that the Guidelines 
relied heavily on only three recent cases. 

Response: The suggestion to provide a general, systematic legal 
analysis has been adopted. The Revised Interim Guidelines are 
grounded more broadly than the three cases heavily relied upon in 
the original Interim Guidelines, and cases dealing with a variety of 
arts are relied upon. 


(2) Comment: The comments were equally divided with respect 
to the issue of whether the Guidelines should be broadly applicable 
to all technologies or limited to biotechnology, DNA claims, or 
unpredictable arts. Two of the comments urging broad applicabil- 
ity stated that the law should be articulated in a clear and 
technology neutral fashion, and several comments urged that 
examples and training materials should illustrate application of the 
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Guidelines in a diverse range of technologies. One comment 
suggested that applications in which written description problems 
are likely to arise should be identified generically, rather than 
requiring a written description analysis in each application. 
Response: The suggestion to cover all technologies and to 
articulate the law in a clear and technology neutral fashion has 
been adopted. While a written description analysis is required in 
each case, the Revised Interim Guidelines clearly specify when a 
written description issue is most likely to arise, and - for most 
applications - the Revised Interim Guidelines will quickly lead the 
examiner to determine that, at least for original claims, the written 
description requirement has been met. The Revised Interim Guide- 
lines avoid narrowing the application of the written description 
requirement to a single art, and the examiner training materials 
will illustrate application of the revision in various technologies. 


(3) Comment: While the majority of comments supported the 
Interim Guidelines, eight comments opposed their issuance. Some 
of those opposing the guidelines argued that the decision in 
Regents of the University of California v. Eli Lilly, 119 F.3d 1559, 
43 USPQ2d 1398 (Fed. Cir. 1997), cert. denied, 523 U.S. 1089 
(1998), is a drastic departure from legal precedent and PTO 
practice. In particular, two comments suggested that the Interim 
Guidelines should be replaced by Revised Interim Guidelines, and 
one comment recommended that final Guidelines be deferred until 
the U.S. Court of Appeals for the Federal Circuit or the U.S. 
Supreme Court hands down decisions that elaborate, construe, 
modify, or overrule Eli Lilly and/or decide related issues not dealt 
with by that case. See Comments (5) and (9) for more opposing 
comments. 

Response: This revision is based on the Office’s current under- 
standing of the law and is believed to be fully consistent with 
binding precedent of the U.S. Supreme Court and the U.S. Court 
of Appeals for the Federal Circuit. Guidelines are necessary in this 
area to promote uniformity and consistency in the examination 
process. The suggestion to issue Revised Interim Guidelines for a 
second round of Notice and Comment has been adopted. The 
revision is written in a technology neutral manner, and the form is 
sufficiently different from the previous guidelines that additional 
public comment is desired. 


(4) Comment: Six comments were in favor of including process 
and product-by-process claims in the analysis, whereas one com- 
ment was opposed. One comment criticized the Guidelines for 
failing to acknowledge the “safe harbor” product-by-process type 
claim noted in Fiers v. Revel, 984 F.2d 1164, 25 USPQ2d 1601 
(Fed. Cir. 1993), and Amgen Inc. v. Chugai Pharmaceutical Co., 
927 F.2d 1200, 18 USPQ2d 1016 (Fed. Cir. 1991). One comment 
observed that process and product-by- process claims tend not to 
implicate many written description issues, and it may be useful to 
point out possible enablement deficiencies for such claims. Two 
comments suggested that the Guidelines should distinguish be- 
tween claims to processes whose patentability depends on the 
compositions used in them, as opposed to those where patentabil- 
ity rests in the steps of the process itself. 

Response: The suggestion to address process and product-by- 
process claims has been adopted. Furthermore, the training mate- 
rials will analyze claims wherein the patentability depends on the 
compositions used therein, as well as those where the patentability 
rests in the process steps themselves. Enablement issues raised by 
process and product-by-process claims are outside the scope of 
these Revised Interim Guidelines. 


(5) Comment: While one comment stated that the Guidelines 
correctly present the relationship between written description and 
enablement, a number of comments dispute that the statute 
actually has a written description requirement distinct from the 
enablement requirement. One comment requested that the PTO 
refrain from issuing any Guidelines in this area until the U.S. 
Supreme Court rules on the Federal Circuit’s present position on 
written description. Several comments urged the PTO to announce 
that it will not follow the court decisions applying the separate 
written description requirement, while others observed that the 
PTO and the practitioners must nevertheless follow the case law. 
Some of these comments urged the PTO to withdraw the Guide- 
lines on the grounds that they are premature because the case law 
has not developed sufficiently. Others urged the PTO to limit 
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application of the Guidelines to the narrow subject matter of the 
Fiers, Amgen, and Eli Lilly cases. 

Response: A separate written description requirement has long 
been a part of the U.S. patent law. See, e.g., In re Ruschig, 379 F.2d 
990, 154 USPQ 118 (CCPA 1967). The Federal Circuit has 
recognized the distinct and separable nature of this requirement. 
See Vas-Cath. Although the interpretation of the law is always 
evolving, the PTO is obliged to follow the law as currently 
interpreted by the court. As noted above, the suggestion to limit the 
application of the Revised Interim Guidelines to certain subject 
matter has not been adopted. 


(6) Comment: While several of the comments stated that the 
Guideline’s explanation of the purpose of the written description 
requirement is accurate, a number of comments suggested that the 
concept of “possession” should be more fully explained or 
developed. One comment urged that the meaning of “possession of 
the invention” is different for written description than enablement, 
whereas another observed that an “in possession of the invention” 
test for compliance with the written description requirement does 
not appear in 35 U.S.C. 112, and its definition and application are 
not clearly stated in the Federal Circuit cases to date. Another 
comment urged that descriptive attributes which provide proof of 
written description should include evidence typically provided to 
prove a complete and enabling conception. One comment stated 
that the meaning of “has invented” is unclear and queried if actual 
reduction to practice is required. The same comment asked for 
clarification on what kind of description equates with possession 
of a claimed species. One comment stated that a question left 
unanswered in the Guidelines is that if one has “made” an 
invention, is one necessarily in possession of it, or are there some 
further criteria? Two comments observed that physical possession 
is not necessary: one must have complete conception of the 
invention in mind. These comments suggested that the possession 
analysis incorporate the Supreme Court’s statements in Pfaff v. 
Wells Electronics, Inc., 525 U.S. 55, 48 USPQ2d 1641 (1998) (the 
word “invention” must refer to a concept that is complete: one can 
prove that an invention is complete and ready for patenting before 
it has been reduced to practice). One of these comments elaborated 
that the doctrine of simultaneous conception and reduction to 
practice should remain applicable to only a very small number of 
cases, including biotechnology cases. 

Response: The Revised Interim Guidelines expand the explana- 
tion of possession by discussing decisions that offer some guid- 
ance as to how possession may be shown. The concepts in Pfaff v. 
Wells Electronics that are pertinent to an analysis of compliance 
with the written description requirement have been incorporated in 
this revision. At this time, the Federal Circuit has not indicated that 
reduction to practice is necessary for conception or written 
description of a biotechnological invention. The Office does not 
intend to impose a written description requirement that is more 
robust than that set forth by the courts. Accordingly, the Revised 
Interim Guidelines do not impose a per se requirement for 
reduction to practice in any technology to satisfy the written 
description requirement. However, the Federal Circuit has recog- 
nized that in some instances an inventor may only be able to 
establish a conception (and therefore possession) by pointing to a 
reduction to practice through a successful experiment. See Amgen 
Inc. v. Chugai Pharmaceutical Co., 927 F.2d at 1206, 18 USPQ2d 
at 1021. In such instances, the alleged conception fails not merely 
because the field is unpredictable or because of the general 
uncertainty surrounding experimental sciences, but because the 
conception is incomplete due to factual uncertainty that under- 
mines the specificity of the inventor’s idea of the invention. 
?Burroughs Wellcome Co. v. Barr Laboratories Inc., 40 F.3d 1223, 
1229, 32 USPQ2d 1915, 1920 (Fed. Cir. 1994). Reduction to 
practice in effect provides the only evidence to corroborate 
conception (and therefore possession) of the invention. /d. 


(7) Comment: Other comments on “possession” urged that 
possession is to be evaluated by looking to the claims; that the 
possession question is to be assessed as set forth in Jn re Alton, 76 
F.3d 1168, 1176, 37 USPQ2d 1578, 1584 (Fed. Cir. 1996); and that 
compliance must be assessed on a case-by-case basis given that the 
question of compliance with the written description requirement is 
one of fact. One comment stated that the test should be whether the 
inventor had envisioned the embodiments, not that one of skill in 
the art can now envision the embodiments. Another comment 
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stated that the Guidelines should take a position with regard to 
their application to the analysis of declarations submitted under 37 
CFR 1.131. 

Response: The Revised Interim Guidelines require the examiner 
to determine whether there is sufficient written description to 
inform a skilled artisan that the applicant was in possession of the 
claimed invention as a whole at the time the application was filed. 
The revision also indicates that compliance with the written 
description requirement is a question of fact which must be 
resolved on a case-by-case basis. While this revision addresses the 
analysis of possession only in the context of the written description 
requirement, similar principles apply in determining whether an 
inventor has met his or her burden of demonstrating possession of 
the claimed invention in an affidavit or declaration submitted under 
37 CFR 1.131. 


(8) Comment: Several comments suggested that the Guidelines 
should address questions of support for claims added or amended 
by the applicant during prosecution (or during an interference). 
Two comments suggested that the Guidelines should address the 
“omitted element” prong of the written description requirement. 
One comment indicated the Guidelines should harmonize chemi- 
cal and nonchemical case law on when an applicant may amend to 
broaden or change a definition based on an original disclosure. 
Another comment stated that the Guidelines should acknowledge 
that it is proper to amend the claims to excise prior art. 

Response: The suggestions to address questions of support for 
new or amended claims and to address the “omitted element” test 
have been adopted. 


(9) Comment: Several comments indicated that case law such as 
In re Koller, 613 F.2d 819, 204 USPQ 702 (CCPA 1980), hold that 
original claims constitute their own written description, or that a 
statement in ipsis verbis is a sufficient description, and that those 
cases should be adhered to. Three comments pointed out that the 
Guidelines fail to distinguish between original claims and added/ 
amended claims, arguing that the original claim doctrine should 
exempt originally filed claims from further requirements. 

Response: The Revised Interim Guidelines emphasize that a 
description as filed is presumed to be adequate, unless or until the 
examiner introduces sufficient evidence or technical reasoning to 
the contrary. The original claim doctrine continues to be viable, but 
the court has indicated that every claim must be supported by 
sufficient evidence of possession, and that, under certain circum- 
stances, claim language may not provide an adequate written 
description of itself. There are no per se rules, since the analysis 
must be done on a case-by-case basis. While original claims have 
an initial presumption of descriptive support, the applicant should 
show support for new or amended claims. See, e.g., Manual of 
Patent Examining Procedure (MPEP) Secs. 714.02 and 2163.06 
(7th Ed., July 1998) (“Applicant should * * * specifically point out 
the support for any amendments made to the disclosure.”). 


(10) Comment: One comment indicated that written description 
problems may arise where there is an inadequate description or 
demonstration of possession of a genus or where there is an 
improper genus (no common structure and function that is linked 
to the practical utility disclosed by the specification). Another 
comment stated that the Guidelines should address the informa- 
tional nature of nucleic acid sequences and amino acid sequences. 
One comment urged that “[a] written description of a genus is 
sufficient when it is described in enough detail that possession is 
understood,” and that the number of species relates more to 
enablement. 

Response: The Revised Interim Guidelines indicate that the 
written description requirement for a claimed genus may be 
satisfied through sufficient description of a representative number 
of species. The revision does not require a particular number of 
species to support a genus, but rather requires that the species 
adequately described be representative of the claimed genus. 


(11) Comment: A comment urged that the Guidelines should 
explicitly state that the maturation of the technology will increase 
the understanding of one skilled in the art, and ease the predictable 
scope of the claimed invention beyond the exemplified embodi- 
ments, as recognized in the applicant’s specification. 
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Response: The Revised Interim Guidelines emphasize that in a 
mature art with a high level of knowledge and skill, less evidence 
of possession is required. 


(12) Comment: One comment objected to the requirement for an 
assessment of predictability as a touchstone for written descrip- 
tion. The comment described this inquiry as new and lacking case 
law support. Several comments stated that predictability is an 
inquiry relating to the enablement requirement, but not to the 
written description requirement. Others commented generally that 
the Guidelines conflate what should be separate enablement and 
written description analyses. On the other hand, at least one 
comment stated that the distinctions between these elements 
converge when lack of enablement results from undue breadth of 
claims. One comment stated that a review of the application is 
insufficient to establish the level of predictability in an art. Another 
queried if the review is to be done after a search in the art and 
assessment of the art. Another comment stated that the lack of 
guidance for distinguishing between predictable and unpredictable 
areas within the field of biotechnology leads to confusion. 

Response: The Revised Interim Guidelines reduce the emphasis 
on predictability because of the confusion with enablement. 
Instead, the Guidelines emphasize the knowledge in the art and the 
skill of the practitioner considered in the totality of the circum- 
stances. With respect to the comment regarding biotechnology, this 
sliding scale will permit broader claims as the knowledge and skill 
in this art improve. The Guidelines discuss how the general 
knowledge in the art may be relied on as evidence of how much 
description may be needed in particular cases. 


(13) Comment: Several comments criticized the methodology of 
the Guidelines because the analytic steps set out by the court in /n 
re Moore, 439 F.2d 1232, 169 USPQ 236 (CCPA 1971) (first 
determine what the claims cover, then review the specification for 
support) were reversed. 

Response: The Revised Interim Guidelines restate the analytic 
sequence so it is clearly consistent with /n re Moore. The revision 
also makes it clear that each claim must be separately analyzed and 
given its broadest reasonable interpretation in light of and consis- 
tent with the written description. See, e.g., /n re Morris, 127 F.3d 
1048, 1054, 44 USPQ2d 1023, 1027 (Fed. Cir. 1997). 


(14) Comment: One comment suggested that the Guidelines 
should provide more instruction on the different amount of 
description needed to support an essential feature of an invention 
in contrast to a nonessential feature. The comment explained that 
contrasting the amount of description needed to support a novel or 
nonobvious feature of an invention with the amount of description 
needed for features of an invention that were known in the prior art 
would be helpful. 

Response: The Revised Interim Guidelines distinguish between 
novel and old elements in a claim to clarify that the amount of 
written support needed in an application can vary depending on the 
general knowledge that was readily available in a particular art. 


(15) Comment: One comment criticized the analysis for setting 
out conclusions before the analytic method and for distorting or 
bypassing the analysis. The same comment said that some of the 
examples yield illogical results. 

Response: The examples have been deleted from the Guidelines, 
and the analytical method has been clarified. 


(16) Comment: The Guidelines were heavily criticized in ten 
comments for overemphasizing the importance of the preamble 
and for indicating that generic preamble terms such as “nucleic 
acid” would need less descriptive support than narrower terms 
such as “cDNA.” One comment objected to the proposition that 
one may have an adequate written description of a genus of DNA 
when one does not disclose what gene product the DNA encodes 
and what that gene product does. This comment recommended 
deletion of the example bridging F.R. 32640-41 (“a gene compris- 
ing SEQ ID NO: 1”) as inconsistent with the rest of the Guidelines. 

Response: The Revised Interim Guidelines clarify that the 
examiner must consider the claim as a whole and that the preamble 
may be a limitation of the claim. Preamble language is discussed 
in the context of determining what the claim as a whole encom- 
passes within its scope. However, the Revised Interim Guidelines 
maintain that any term may trigger a need for more descriptive 
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support because of usage or context. The revision clarifies that 
during examination claim terms are given their broadest reason- 
able interpretation consistent with the specification. See In re 
Morris, 127 F.3d 1048, 44 USPQ2d 1023 (Fed. Cir. 1997). The 
examples have been removed from the text of the revision. 


(17) Comment: Four comments objected to the Guidelines’ 
definitions for the terms gene, mRNA, and cDNA, stating that the 
art often refers only to the coding portion of the molecules and 
does not necessarily imply the presence of regulatory elements or 
recite specific structures. One comment further indicated that 
adoption of the PTO’s new definition of these terms for purposes 
of written description considerations could potentially destabilize 
the economic infrastructure of the biotechnology community 
because innumerable patents have issued claiming such molecules 
without regard to the PTO’s new interpretation of claim language. 
The Guidelines were said to use two inconsistent meanings for the 
term gene that differed in scope and confused the distinction 
between genus and species. 

Response: The Revised Interim Guidelines no longer define the 
term “gene.” 


(18) Comment: One comment indicated that the PTO has the 
opportunity to emphasize the written description requirement as an 
anti-submarine patent device; this comment and another observed 
that two parties could obtain claims which would be almost 
identical in scope in hindsight, based on completely different paths 
to the claim. 

Response: /n Hyatt v. Boone, 146 F.3d 1348, 1353, 47 USPQ2d 
1128, 1131 (Fed. Cir. 1998), the Federal Circuit addressed the 
submarine patent issue in finding that the appellant’s parent 
application lacked written descriptive support for a later added 
claim. When an explicit limitation in a claim “is not present in the 
written description whose benefit is sought it must be shown that 
a person of ordinary skill would have understood, at the time the 
patent application was filed, that the description requires that 
limitation.” Id. 


(19) Comment: A comment stated that the Guidelines give too 
much emphasis to claim structure, as if the claim is the sole source 
of the written description. Another comment had a different view, 
stating that the Guidelines fail to focus on the invention being 
claimed, and noting that in some circumstances, failure to provide 
the structure of a gene, enzyme, etc. should not result in finding 
that a claim containing it fails to meet the written description 
requirement. 

Response: The Office gives a claim its broadest reasonable 
interpretation during examination. .¢ the claim taken as a whole 
requires a limitation not set forth in the original disclosure it may 
raise an issue of lack of proper written description. As noted in /n 
re Hiniker Co., 150 F.3d 1362, 1369, 47 USPQ2d 1523, 1529 (Fed. 
Cir. 1998), “the name of the game is the claim.” 


(20) Comment: One comment indicated that there was not 
enough emphasis on transitional phrases and their impact on the 
adequacy of the written description. 

Response: As with the preamble, the transitional phrase is 
discussed in the context of the scope of the claimed invention as a 
whole. 


(21) Comment: The Extension of Comment Period and Notice 
of Hearing requested comments as to how the transition terms 
“having” and “consisting essentially of” should be treated within 
the context of nucleotide and amino acid sequence claims. Two 
comments observed that transitional phrases in the context of 
nucleotide and amino acid sequence claims should have the same 
treatment as in chemical cases. Another comment stated that 
“consisting essentially of’ language in DNA or vector claims 
should not be rejected as per se improper under 35 U.S.C. 112, 
para. 2. Two comments stated that lacking an art-accepted meaning 
or a definition in the specification, “having” would imply an open 
claim format; another comment stated that “having” is understood 
to mean “comprising.” The term “consisting essentially of’ was 
defined by one comment as a closed claim format that is 
essentially limited to the compound or composition defined 
explicitly following the transitional phrase, and by two other 
comments as having the stated sequence and excluding any 
alterations which materially change the structure and/or function 
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of the specified sequence. One comment opined that “A DNA 
consisting essentially of SEQ ID NO: 1” would be limited to 
DNAs having the nucleotide sequence set forth in SEQ ID NO: 1 
plus minor additions at the 5’- and/or 3’- ends of the recited 
sequence. Another comment observed that the meaning of “con- 
sisting essentially of” depends on how the specification defines its 
usage. 

Response: During examination, the claim as a whole is given the 
broadest reasonable interpretation consistent with the specifica- 
tion. Transitional phrases should be given the same treatment in all 
cases. The Revised Interim Guidelines set forth legally recognized 
definitions for transition language in an endnote. “Consisting 
essentially of” is acceptable transition language in nucleic acid and 
protein claims. The impact of the transition language on enable- 
ment and practical utility will not be dealt with in this forum. 


(22) Comment: One comment criticized the use of the taxo- 
nomic terms “genus” and “species.” The comment explained that 
because the terminology is well established in biology, it should 
not be applied to chemical compounds. Two comments described 
the Guidelines as deficient in analyzing the proper relationship of 
preamble, transitional phrase and claim body for distinguishing 
genus from species claims. According to another comment, the 
Guidelines confuse genus and species claims. 

Response: The Revised Interim Guidelines refer to the terms 
“genus” and “species” in their well accepted legal sense as widely 
used patent terms of art that are recognized as distinct from their 
use as taxonomic terms. The revision clarifies what is meant by 
genus and species. 


(23) Comment: Several comments found the explanations for 
the examples deficient because they do not clarify what would 
constitute a sufficient disclosure. One comment urged that there is 
no guidance provided as to what would constitute sufficient 
identifying characteristics, and the Guidelines do not set forth the 
number of the examples needed for sufficient written description. 
Another comment urged that structure, or function plus partial 
structure, or function plus “some characteristics” (e.g., 2 or more), 
is sufficient to meet the written description requirement. Yet 
another comment urged that uncertainties and potential problems 
exist because it is unclear how “relevant” or “sufficient” identify- 
ing characteristics are established; that it is unclear how functional 
properties fit into the analysis; and that problems exist with the 
level of uncertainty when the complete structure is not disclosed or 
the structure is not disclosed and only a few identifying charac- 
teristics are disclosed. Another comment urged that the method- 
ology is incomplete as to how many identifying characteristics are 
required and what characteristics are relevant for description of a 
species. This comment applied the same reasoning to the number 
of species required for describing a genus. One comment urged 
that functional characteristics in combination with certain objec- 
tively defined physical characteristics can serve to characterize the 
compound sufficiently to establish possession, even in less devel- 
oped arts. One comment urged that the ability to predict structure 
from function is given as a standard for the written description 
requirement without any citation to authority. 

Response: The Revised Interim Guidelines do not include 
examples within the text. The test for whether sufficient identify- 
ing characteristics have been disclosed is not a bright-line test, but 
rather requires weighing various factors including the level of skill 
and knowledge in the art, and the extent to which relevant 
identifying characteristics are described. The revision provides 
more guidance to the examiners by citing as examples cases 
involving mature arts with a high level of skill and knowledge 
(e.g., Pfaff v. Wells Electronics, Fonar Corp. v. General Electric 
Co., 107 F.3d 1543, 1549, 41 USPQ2d 1801, 1805 (Fed. Cir. 1997) 
and Vas-Cath v. Mahurkar), as well as cases in emerging tech- 
nologies where more description is necessary (e.g., Eli Lilly, 
Amgen v. Chugai, and Fiers v. Revel). The test remains whether 
one of skill in the art, provided with the disclosure, would 
recognize that the applicant was in possession of the claimed 
subject matter when the application was filed. 


(24) Comment: The Extension of Comment Period and Notice 
of Hearing requested comments on how the final Guidelines 
should address the deposit of a biological material made under 37 
CFR 1.801, and comments on the extent to which a deposit of 
biological material may be relied upon to support the addition or 
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correction of sequence information. Several comments expressed 
the opinion that deposit of a compound or biological material can 
be one means of demonstrating possession of a specifically 
claimed compound that has not otherwise been described in a 
complete manner in the specification. One comment stated that if 
a gene were cloned but not sequenced, and the vector in question 
were deposited, the sequence is an inherent property of the 
deposited vector and hence the description requirement would be 
satisfied if the claim referred to the deposit. One comment urged 
that the description requirement may be satisfied by the inherent 
properties of a disclosed structure, citing Kennecott Corp. v. 
Kyocera Int'l Inc., 835 F.2d 1419, 5 USPQ2d 1194 (Fed. Cir. 
1987). As for the later addition or correction of information, 
several comments indicated that actual possession established 
through a deposit with a partial characterization (i.e., to correlate 
the physical description to the material that has been deposited, 
such as molecular weight, partial sequence) should be sufficient to 
avoid problems with new matter where the information added to a 
disclosure is an inherent characteristic of the compound or 
composition. One comment indicated that correcting a sequence 
based on more accurate sequencing of deposited material does not 
introduce new matter. One comment stated that present genus- 
species concepts should prevent an applicant from obtaining an 
unfair advantage by depositing a large amount of material and then 
relying on inherency; if a variety of materials are deposited in a 
single host, the specification must adequately describe how to 
isolate the intended molecule(s). Two comments expressly stated 
“no comment” with regard to the issue of adding a substantial 
amount of sequence information. One comment opined that the 
date of deposit is not controlling with regard to the issue of 
whether the written description requirement is met, and a second 
comment observed that Jn re Lundak, 773 F.2d 1216, 227 USPQ 
90 (Fed. Cir. 1985), cannot be limited by rule. 

Response: The Revised Interim Guidelines indicate that a 
deposit of a claimed biological material in accordance with the 
requirements of 37 CFR 1.801 ef seq. is evidence of actual 
reduction to practice of the biological material. However, a deposit 
is not a substitute for a written description of the claimed 
invention. The Revised Interim Guidelines also address the issue 
of when a deposit can be relied upon to correct minor sequencing 
errors. However, addition of sequence information based on a 
deposit is not specifically addressed; these circumstances create 
issues yet to be resolved by the courts, and will be resolved on a 
case-by-case basis in the PTO. See, e.g., In re Fisher, 427 F.2d 
833, 836, 166 USPQ 18, 21 (CCPA 1970). 


(25) Comment: One comment explained that associating taxo- 
nomic groupings with gene sequences is a dated concept because 
genes are not distinguishable as to origin. The generic term 
“mammal gene” was said to be meaningless, absent an implied 
process limitation that the gene was obtained from a mammal. 

Response: The examples have been removed from the revision. 
However, the training materials will permit applicants to use 
taxonomic modifiers such as “mammalian” because the usage is 
ubiquitous in the literature and in patents and generally has an 
accepted meaning in the art. 


(26) Comment: One comment urged that broad functional 
claims lacking defining structure should not be granted on the 
basis of a “not easily generalizable disclosure.” A different 
comment stated that functional characteristics can be appropriate 
in all arts. Comments differed on hybridization, where some held 
it is a proper defining characteristic, and another stated it is 
insufficient. 

Response: The Revised Interim Guidelines do not establish per 
se rules regarding functional language. When used appropriately, 
functional language may provide an adequate written description 
of the claims invention as discussed in the Revised Interim 
Guidelines. 


(27) Comment: Several comments indicated that the Guidelines 
present inadequate guidance with respect to analyzing written 
description support for genus claims. One comment stated that the 
Guidelines provide inadequate criteria for selection of appropriate 
genuses. Another comment stated that the Guidelines do not 
provide adequate guidance to determine whether an applicant has 
presented a properly formed genus, and suggested that “a genus 
designation should be strictly tied to the disclosed properties of the 


OFFICIAL GAZETTE 


Fesruary 20, 2001 


structures being claimed.” Another comment stated that the 
Guidelines should clarify that the genus/species distinction is 
determined by the transitional phrase and body of the claim, not 
the preamble. Another comment stated that the Guidelines provide 
inadequate guidance as to the number of species required to meet 
the written description requirement for a genus. One comment 
urged that a relevant factor to consider is whether the claims cover 
embodiments broader than the essential elements of the embodi- 
ments described in the specification as in Gentry Gallery Inc. v. 
Berkline, 134 F.3d 1473, 45 USPQ2d 1498 (Fed. Cir. 1998). 
According to this comment, species rarely, if ever, constitute 
sufficient support for generic claims unless accompanied by a 
general disclosure that is commensurate in scope with the claims. 

Response: The Revised Interim Guidelines follow Federal 
Circuit case law which requires a representative number of species 
to satisfy the written description requirement for a genus. Written 
description is a question of fact, and what constitutes a represen- 
tative number for a genus is a factual determination left to a 
case-by-case analysis by the examiner. 


(28) Comment: One comment urged that general allegations of 
“unpredictability in the art” are insufficient to support a case 
against the applicant, and that examiners should be instructed to 
weigh applicant’s evidence of what the description provides to one 
of skill in the art. 

Response: The suggestion to clarify that a general allegation of 
“unpredictability in the art” is insufficient to support a rejection has 
been adopted. A disclosure as filed is prima facie adequate. To 
support a rejection, the PTO has the burden of showing why the 
applicant’s evidence is insufficient. In any case where lack of 
written description is found, the PTO should cite documentary 
evidence in support of the finding. Where documentary evidence is 
not available, technical reasoning, as distinguished from legal 
reasoning, may support the finding when the technical line of 
reasoning relates to fact finding regarding possession of the 
invention. 


(29) Comment: One comment indicated that rejections based on 
the enablement and written description requirements of 35 U.S.C. 
112 should be made separately, and the rejections should not mix 
standards. 

Response: Examiners are directed to make separate rejections 
based on the enablement and written description requirements of 
35 U.S.C. 112. See, e.g., MPEP Sec. 706.03(c) (explaining when 
it is appropriate to use a particular form paragraph for rejecting 
claims under 35 U.S.C. 112, para.1) and MPEP Sec. 2164 
(“limitations must be analyzed for both enablement and descrip- 
tion using their separate and distinct criteria’). 


(30) Comment: One comment observed that the Guidelines do 
not guide examiners in how to suggest amendments to bring the 
claims into compliance. The comment also observed that examin- 
ers may be ill-equipped to deal with evaluating the sufficiency of 
applicant's efforts. 

Response: The training materials will provide guidance as to 
how rejections for lack of an adequate written description can be 
overcome. 


(31) Comment: One comment stated that the Guidelines should 
instruct examiners to pay due regard to the scientific and commer- 
cial realities of each individual invention, such that the scope of 
the claims is a fair reflection of the applicant’s contribution to the 
art. 

Response: The scientific and commercial realities of each 
invention are considered to the extent that they impact analysis of 
a claimed invention for compliance with Title 35 of the U.S. Code. 
The Office is bound to follow the law and cannot make judgment 
calls as to what is “a fair reflection of the applicant’s contribution 
to the art.” 


(32) Comment: While two comments observed that the Guide- 
lines should not have a significant impact on patents or pending or 
newly filed applications because they are only Guidelines which 
are not binding on the Board or examiners, three comments were 
of the opinion that the Guidelines would impact pending and 
newly filed cases by limiting the scope of patent protection. One 
comment was of the opinion that the Guidelines should have no 
impact on issued cases except reissues, whereas another expected 
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many issued patents to be declared invalid (more as a result of Eli 
Lilly than the Guidelines). Another comment observed that the 
Guidelines should not impose significant new burdens on patent 
applicants in the biotechnology arts or give rise to a new 
“anti-patenting” posture in the biotechnology examination group; 
however, the PTO should not be misled into adapting “customer- 
friendly” examination standards that do not subject applications to 
a thorough and rigorous examination. One comment opined that 
the Guidelines will result in a great increase in the number of 
appeals until the Federal Circuit makes clear that the law is quite 
different, thus delaying commercialization of potentially life im- 
proving and life saving inventions. According to this comment, 
universities and small inventors do not have the financial support 
to provide the exhaustive kind of work the Guidelines can require 
for meaningful coverage; this will mean that many biotechnology 
inventions will not be commercialized. One comment stated that 
the Commissioner indicates that meaningful patent coverage is 
required for commercial exploitation of biotechnological inven- 
tions, yet the PTO continues to take a position that leads away 
from what the Commissioner espouses. Another comment felt that 
the scope of allowed claims would be dependent on the examiner; 
a potential applicant would not know what sort of claims could be 
obtained based on a particular disclosure. One comment opined 
that applications filed after publication of the Guidelines will 
probably be much more detailed and longer in length. 

Response: The Revised Interim Guidelines clarify that a written 
description issue should rarely arise for an original claim because 
such a claim is presumed to have adequate descriptive support. 
The burden is on the examiner to provide evidence or reasoning in 
support of any rejection. Such an approach would not be expected 
to increase the number of appeals, nor should it require exhaustive 
work for meaningful coverage. The Revised Interim Guidelines 
are intended to promote uniformity, not diminish it. 


(33) Comment: One comment indicated it is premature to 
instruct examiners in the proposed Guidelines since they may 
change dramatically as a result of public comment. Three com- 
ments stated that the Guidelines should not be applied until final 
Guidelines have been approved; two of these indicated that the 
Guidelines should only be applied to applications filed after 


implementation. One comment suggested preparing separate guid- 
ance for currently pending applications. 

Response: Separate guidance is not required for pending appli- 
cations and applications filed after implementation of any final 
Guidelines; the Guidelines do not establish new law or rules or 
impose any additional requirements on applicants. 


(34) Comment: One comment requested that the PTO address 
the issue of open-claim language for EST claims in the final 
Guidelines because of their importance to the biotechnology 
industry. Several comments stated that permitting open-ended 
language with respect to an EST claim contradicts the written 
description requirement because the common structural features of 
the EST do not constitute a “substantial portion of the genus” as 
required by the Eli Lilly case. According to these commentators, a 
claim such as “a DNA comprising SEQ. ID. NO: 1” would lack 
written description when SEQ. ID. NO: | was a gene fragment. 

Response: The Revised Interim Guidelines maintain the view 
that use of such terms as “gene” in the preamble of an EST claim 
may raise a written description issue if one skilled in the art would 
understand that a “gene” requires elements which are not suffi- 
ciently described. However, claims to “a DNA comprising SEQ. 
ID. NO: 1” are unlikely to raise a written description issue. The 
comments do not explain why there is a written description 
problem for a claim such as “a DNA comprising SEQ. ID. 1” when 
SEQ. ID. 1 is an EST, while there is no problem when SEQ. ID. 
1 is a whole gene or a gene promoter. The only difference seems 
to be the utility of the DNA fragment. 


(35) Comment: One comment asserted that the scope and level 
of unpredictability of the structure is so large that the person 
skilled in the art could not envisage sufficient species to place the 
genus in possession of the inventor at the time of filing, and that 
it should be a rare disclosure that supports EST claims broader 
than the specific SEQ. ID, even for claims such as “a DNA 
comprising the EST of SEQ. ID. NO: 1.” The comment also 
suggested that claim language that supports the introduction of an 
infinite amount of random sequence would require an immense 
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number of exemplary species. Several commentators advanced the 
position that disclosure of only a small fragment does not convey 
that the inventor was in possession of all of the possible molecules 
or that the inventor was in possession of the fragment wherever it 
occurs. 

Response: A claim such as “a DNA comprising the EST of SEQ. 
ID. NO: 1” or “a gene comprising the EST of SEQ. ID. NO: 1” 
will be analyzed for compliance with the written description 
requirement by determining whether the partial structure in com- 
bination with any other disclosed relevant identifying characteris- 
tics are sufficient to show that a skilled artisan would recognize 
that the applicant was in possession of the claimed invention as a 
whole. The Office does not agree with the comment that the scope 
of such an EST claim is necessarily too large to satisfy the written 
description requirement. The PTO has issued numerous patents in 
the past directed to nucleic acids that use open-ended language. 
Although an applicant presenting an original claim to an EST 
using open-ended claim language with disclosure of only the EST 
sequence is not in possession of any arbitrary specific possible 
molecule that contains the EST, the applicant may be in possession 
of a broad genus of DNA where the EST is in any random nucleic 
acid sequence. The comment’s statement to the contrary would 
preclude open-ended claims incorporating any DNA sequence 
such as gene or promoter. In fact, such a view would appear to 
preclude open-ended language for any other polymer. However, 
such open-ended EST claims may not comply with the utility and 
scope of enablement requirements of 35 U.S.C. 101 and 112. 


Revised Interim Guidelines for the Examination of Patent 
Applications Under the 35 U.S.C. Sec. 112, para. 1 “Written 
Description” Requirement 


These revised interim “Written Description Guidelines” are 
intended to assist Office personnel in the examination of patent 
applications for compliance with the written description require- 
ment of 35 U.S.C. 112, para. 1. This revision is based on the 
Office’s current understanding of the law and public comments 
received in response to the PTO’s previous request for public 
comments on its Interim Written Description Guidelines and is 
believed to be fully consistent with binding precedent of the U.S. 
Supreme Court, as well as the U.S. Court of Appeals for the 
Federal Circuit and its predecessor courts. 


This revision does not constitute substantive rulemaking and 
hence does not have the force and effect of law. It is designed to 
assist Office personnel in analyzing claimed subject matter for 
compliance with substantive law. Rejections will be based upon 
the substantive law, and it is these rejections which are appealable. 
Consequently, any perceived failure by Office personnel to follow 
the Revised Interim Guidelines is neither appealable nor petition- 
able. 


These Revised Interim Guidelines are intended to form part of 
the normal examination process. Thus, where Office personnel 
establish a prima facie case of lack of written description for a 
claim, a thorough review of the prior art and examination on the 
merits for compliance with the other statutory requirements, 
including those of 35 U.S.C. 101, 102, 103, and 112, is to be 
conducted prior to completing an Office action which includes a 
rejection for lack of written description. Office personnel are to 
rely on this revision of the guidelines in the event of any 
inconsistent treatment of issues involving the written description 
requirement between these Revised Interim Guidelines and any 
earlier guidance provided from the Office. 


I. General Principles Governing Compliance With the ““Writ- 
ten Description” Requirement for Applications 


The first paragraph of 35 U.S.C. 112 requires that the “specifi- 
cation shall contain a written description of the invention. * * * ” 
This requirement is separate and distinct from the enablement 
requirement. The written description requirement has several 
policy objectives. “[T]he ‘essential goal’ of the description of the 
invention requirement is to clearly convey the information that an 
applicant has invented the subject matter which is claimed.” 
Another objective is to put the public in possession of what the 
applicant claims as the invention. The written description require- 
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ment of the Patent Act promotes the progress of the useful arts by 
ensuring that patentees adequately describe their inventions in 
their patent specifications in exchange for the right to exclude 
others from practicing the invention for the duration of the patent’s 
term. 


1 ° . 
See Endnotes at end of this notice. 


To satisfy the written description requirement, a patent specifi- 
cation must describe the claimed invention in sufficient detail that 
one skilled in the art can reasonably conclude that the inventor had 
possession of the claimed invention.* An applicant shows posses- 
sion of the claimed invention by describing the claimed invention 
with all of its limitations.° Possession may be shown by actual 
reduction to practice,° or by showing that the invention was “ready 
for patenting” such as by the disclosure of drawings or other 
descriptions of the invention that are sufficiently specific to enable 
a person skilled in the art to practice the invention.’ A question as 
to whether a specification provides an adequate written description 
may arise in the context of an original claim which is not described 
sufficiently, a new or amended claim wherein a claim limitation 
has been added or removed, or a claim to entitlement of an earlier 
priority date or effective filing date under 35 U.S.C. 119, 120, or 
365(c).* Compliance with the written description requirement is a 
question of fact which must be resolved on a case-by-case basis.” 


A. Original Claims 


There is a strong presumption that an adequate written descrip- 
tion of the claimed invention is present when the application is 
filed. However, the issue of a lack of adequate written description 
may arise even for an original claim when an aspect of the claimed 
invention has not been described with sufficient particularity such 
that one skilled in the art would recognize that the applicant had 
possession of the claimed invention.'' The claimed invention as a 
whole may not be adequately described if the claims require an 
essential or critical element which is not adequately described in 
the specification and which is not conventional in the art.'? This 
problem may arise where an invention is described solely in terms 
of a method of its making coupled with its function and there is no 
described or art recognized correlation or relationship between the 
structure of the invention and its function.'* A lack of adequate 
written description problem also arises if the knowledge and level 
of skill in the art would not permit one skilled in the art to 
immediately envisage the product claimed from the disclosed 
process. 


B. New or Amended Claims 


The proscription against the introduction of new matter in a 
patent application’® serves to prevent an applicant from adding 
information that goes beyond the subject matter originally filed.’ 
Thus, the written description requirement prevents an applicant 
from claiming subject matter that was not adequately described in 
the specification as filed. New or amended claims which introduce 
elements or limitations which are not supported by the as-filed 
disclosure violate the written description requirement.'’? While 
there is no in haec verba requirement, newly added claim limita- 
tions must be supported in the specification through express, 
implicit, or inherent disclosure. An amendment to correct an 
obvious error does not constitute new matter where one skilled in 
the art would not only recognize the existence of the error in the 
specification, but also the appropriate correction.'* 


Under certain circumstances, omission of a limitation can raise 
an issue regarding whether the, inventor had possession of a 
broader, more generic invention. A claim that omits an element 
which applicant describes as an essential or critical feature of the 
invention originally disclosed does not comply with the written 
description requirement.”° 


The fundamental factual inquiry is whether the specification 
conveys with reasonable clarity to those skilled in the art that, as 
of the filing date sought, applicant was in possession of the 
invention as now claimed. 


II. Methodology for Determining Adequacy of Written De- 
scription 
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A. Read and Analyze the Specification for Compliance With 35 
U.S.C. 112, para. 1 


Office personnel should adhere to the following procedures 
when reviewing patent applications for compliance with the 
written description requirement of 35 U.S.C. 112, para. 1. The 
examiner has the initial burden, after a thorough reading and 
evaluation of the content of the application, of presenting evidence 
or reasons why a person skilled in the art would not recognize that 
the written description of the invention provides support for the 
claims. There is a strong presumption that an adequate written 
description of the claimed invention is present in the specification 
as filed;?” however, with respect to newly added or amended 
claims, applicant should show support in the original disclosure for 
the new or amended claims.*’ Consequently, rejection of an 
original claim for lack of written description should be rare. The 
inquiry into whether the description requirement is met is a 
question of fact that must be determined on a case-by-case basis.** 


1. For Each Claim, Determine What the Claim as a Whole Covers 


Claim construction is an essential part of the examination 
process. Each claim must be separately analyzed and given its 
broadest reasonable integpretation in light of and consistent with 
the written description. The entire claim must be considered, 
including the preamble language”® and the transitional phrase.*’ 
The claim, as a whole, including all limitations found in the 
preamble, the transitional phrase, and the body of the claim, must 
be sufficiently described in the specification to satisfy the written 
description requirement.”° 


The examiner should evaluate each claim to determine if 
sufficient structures, acts, or functions are recited to make clear the 
scope and meaning of the claim, including the weight to be given 
the preamble. The absence of definitions or details for well- 
established terms or procedures should not be the basis of a 
rejection under 35 U.S.C. 112, para. 1, for lack of adequate written 
description. Limitations may not, however, be imported into the 
claims from the specification. 


2. Review the Entire Application to Understand What Applicant 
Has Described as the Essential Features of the Invention 


Prior to determining whether the disclosure satisfies the written 
description requirement for the claimed subject matter, the exam- 
iner should review the claims and the entire specification, includ- 
ing the specific embodiments, figures, and sequence listings, to 
understand what applicant has identified as the essential distin- 
guishing characteristics of the invention. The analysis of whether 
the specification complies with the written description requirement 
requires the examiner to determine the correspondence between 
what applicant has described as the essential identifying charac- 
teristic features of the invention, i.e., what the applicant has 
demonstrated possession of, and what applicant has claimed. Such 
a review is conducted from the standpoint of one of skill in the art 
at the time the application was filed,*! and should include a 
determination of the field of the invention and the level of skill and 
knowledge in the art. Generally, there is an inverse correlation 
between the level of skill and knowledge in the art and the 
specificity of disclosure necessary to satisfy the written description 
requirement. Information which is well known in the art does not 
have to be described in detail in the specification.*” 


3. Determine Whether There is Sufficient Written Description To 
Inform a Skilled Artisan That Applicant Was in Possession of the 
Claimed Invention as a Whole at the Time the Application Was 
Filed 


a. Original claims. - Possession may be shown in any number of 
ways. Possession may be shown by actual reduction to practice, by 
a clear depiction of the invention in detailed drawings which 
permit a person skilled in the art to clearly recognize that applicant 
had possession of the claimed invention, or by a written descrip- 
tion of the invention describing sufficient relevant identifying 
characteristics such that a person skilled in the art would recognize 
that the inventor had possession of the claimed invention.33 
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A specification may show actual reduction to practice by 
showing that the inventor constructed an embodiment or per- 
formed a process that met all the limitations of the claim, and 
determined that the invention would work for its intended pur- 
pose.34 Actual reduction to practice of a biological material may 
be shown by specifically describing a deposit made in accordance 
with the requirements of 37 C.F.R. Sec. 1.801 et seq. 


An applicant may show possession of an invention by disclosure 
of drawings that are sufficiently detailed to show that applicant was 
in possession of the claimed invention as a whole.*° The descrip- 
tion need only describe in detail that which is new or not 
conventional. This is equally true whether the claimed invention 
is directed to a product or a process. Normally a reduction to 
drawings will adequately describe the claimed invention.** 


An applicant may also show that an invention is complete by 
disclosure of sufficiently detailed relevant identifying characteris- 
tics which provide ¢vidence that applicant was in possession of the 
claimed invention, i.e., complete or partial structure, other physi- 
cal and/or chemical properties, functional characteristics when 
coupled with a known or disclosed correlation between function 
and structure, or some combination of such characteristics.*? What 
is conventional or well known to one skilled in the art need not be 
disclosed in detail.*' If a skilled artisan would have understood the 
inventor to be in possession of the claimed invention at the time of 
filing, even if every nuance of the claims is not explicitly described 
in the specification, then the adequate description requirement is 
met. 


(1) For each claim drawn to a single embodiment or species:** 


(a) Determine whether the application describes an actual 
reduction to practice of the claimed invention. 


(b) If the application does not describe an actual reduction to 
practice, determine whether the invention is complete as evidenced 
by a reduction to drawings. 


(c) If the application does not describe an actual reduction to 
practice or reduction to drawings, determine whether the invention 
has been set forth in terms of distinguishing identifying charac- 
teristics as evidenced by other descriptions of the invention that 
are sufficiently detailed to show that applicant was in possession of 
the claimed invention. 


(i) Determine whether the application as filed describes the 
complete structure (or acts of a process) of the claimed invention 
as a whole. The complete structure of a species or embodiment 
typically satisfies the requirement that the description be set forth 
“in such full, clear, concise, and exact terms” to show possession 
of the claimed invention.44 If a complete structure is disclosed, the 
written description requirement is satisfied for that species or 
embodiment, and a rejection under 35 U.S.C. 112, para. | for lack 
of written description must not be made. 


(ii) [f the application as filed does not disclose the complete 
structure (or acts of a process) of the claimed invention as a whole, 
determine whether the specification discloses other relevant iden- 
tifying characteristics sufficient to describe the claimed invention 
in such full, clear, concise, and exact terms that a skilled artisan 
would recognize applicant was in possession of the claimed 
invention.*° Whether the specification shows that applicant was in 
possession of the claimed invention is not a single, simple factual 
determination, but rather is a conclusion reached by weighing 
many factual considerations. Factors to be considered in determin- 
ing whether there is sufficient evidence of possession include the 
level of skill and knowledge in the art, partial structure, physical 
and/or chemical properties, functional characteristics alone or 
coupled with a known or disclosed correlation between structure 
and function, and the method of making the claimed invention. 
Disclosure of any combination of such identifying characteristics 
that distinguish the claimed invention from other materials and 
would lead one of skill in the art to the conclusion that the 
applicant was in possession of the claimed species is sufficient. 
Patents and printed publications in the art should be relied upon to 
determine whether an art is mature and what the level of 
knowledge and skill is in the art. In most technologies which are 


194-362 D-01 -- 


U.S. PATENT AND TRADEMARK OFFICE 


1243 TMOG i89 
(94) 


mature, and wherein the knowledge and level of skill in the art is 
high, a written description question should not be raised for 
original claims even if the specification discloses only a method of 
making the invention and the function of the invention. In 
contrast, in emerging and unpredictable technologies, more evi- 
dence is required to show possession. For example, disclosure of 
only a method of making the invention and the function may not 
be sufficient to support a product claim other than a product-by- 
process claim.*’ Furthermore, disclosure of partial structure with- 
out additional characterization of the product may not be sufficient 
to evidence possession of the claimed invention.** 


Any claim to a species that does not meet the test described 
under at least one of (a), (b), or (c) must be rejected as lacking 
adequate written description under 35 U.S.C. 112, para. | 


(2) For each claim drawn to a genus: 


The written description requirement for a claimed genus may be 
satisfied through sufficient description of a representative number 
of species by actual reduction practice (see (1)(a), above), reduc- 
tion to drawings (see (1)(b), above), or by disclosure of relevant 
identifying characteristics, i.e., structure or other physical and/or 
chemical properties, by functional characteristics coupled with a 
known or disclosed correlation between function and structure, or 
by a combination of such identifying characteristics, sufficient to 
show the applicant was in possession of the claimed genus (see 
(1)(c), above). 


A “representative number of species” means that the species 
which are adequately described are representative of the entire 
genus. Thus, when there is substantial variation within the genus, 
one must describe a sufficient variety of species to reflect the 
variation within the genus. What constitutes a “representative 
number” is an inverse function of the skill and knowledge in the 
art. Satisfactory disclosure of a “representative number” depends 
on whether one of skill in the art would recognize that the 
applicant was in possession of the necessary common attributes or 
features of the elements possessed by the members of the genus in 
view of the species disclosed. In an unpredictable art, adequate 
written description of a genus which embraces widely variant 
species cannot be achieved by disclosing only one species within 
the genus.~° Description of a representative number of species 
does not require the description to be of such specificity that it 
would proyide individual support for each species that the genus 
embraces. If a representative number of adequately described 
species are not disclosed for a genus, the claim to that genus must 
be rejected as lacking adequate written description under 35 
U.S.C. 112, para. 1. 


b. New claims, amended claims, or claims asserting entitlement 
to the benefit of an earlier priority date or filing date under 35 
U.S.C. Secs. 119, 120, or 365(c). - The examiner has the initial 
burden of presenting evidence or reasoning to explain why persons 
skilled in the art would not recognize in the original disclosure a 
description of the invention defined by the claims.°? However, 
when filing an amendment an applicant should show support in the 
original disclosure for new or amended claims.°* To comply with 
the written description requirement of 35 U.S.C. 112, para. 1, or to 
be entitled to an earlier priority date or filing date under 35 U.S.C. 
119, 120, or 365(c), each ciaim limitation must be expressly,** 
implicitly,°° or inherently*® supported in the originally filed dis- 
closure.°’ Furthermore, each claim must include all elements 
which applicant has described as essential.** 


If the originally filed disclosure does not provide support for 
each claim limitation, or if an element which applicant describes as 
essential or critical is not claimed, a new or amended claim must 
be rejected under 35 U.S.C. 112, para. 1, as lacking adequate 
written description, or in the case of a claim for priority under 35 
U.S.C. 119, 120, or 365(c), the claim for priority must be denied. 


Ill. Complete Patentability Determination Under All Statutory 
Requirements and Clearly Communicate Findings, Conclu- 
sions and Their Bases 


The above only describes how to determine whether the written 
description requirement of 35 U.S.C. 112, para. | is satisfied. 
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Regardless of the outcome of that determination, Office personnel 
must complete the patentability determination under all the rel- 
evant statutory provisions of Title 35 of the U.S. Code. 


Once Office personnel have concluded analysis of the claimed 
invention under all the statutory provisions, including 35 U.S.C. 
101, 112, 102, and 103, they should review all the proposed 
rejections and their bases to confirm their correctness. Only then 
should any rejection be imposed in an Office action. The Office 
action should clearly communicate the findings, conclusions, and 
reasons which support them. When possible, the Office action 
should offer helpful suggestions on how to overcome rejections. 


A. For Each Claim Lacking Written Description Support, 
Reject the Claim Under Section 112, para. 1, for Lack of 
Adequate Written Description 


A description as filed is presumed to be adequate, unless or until 
sufficient evidence or reasoning to the contrary has been presented 
by the examiner to rebut the presumption. The examiner, there- 
fore, must have a reasonable basis to challenge the adequacy of the 
written description. The examiner has the initial burden of pre- 
senting by a preponderance of evidence why a person skilled in the 
art would not recognize in an applicant’s disclosure a description 
of the invention defined by the claims.” In rejecting a claim, the 
examiner must set forth express findings of fact regarding the 
above analysis which support the lack of written description 
conclusion. These findings should: 


(1) identify the claim limitation at issue; and 


(2) establish a prima facie case by providing reasons why a 
person skilled in the art at the time the application was filed would 
not have recognized that the inventor was in possession of the 
invention as claimed in view of the disclosure of the application as 
filed. A general allegation of “unpredictability in the art” is not a 
sufficient reason to support a rejection for lack of adequate written 
description. 


When appropriate, suggest amendments to the claims which can 
be supported by the application’s written description, being 
mindful of the prohibition against the addition of new matter in the 
claims or description.*' 


B. Upon Reply By Applicant, Again Determine the Patentabil- 
ity of the Claimed Invention, Including Whether the Written 
Description Requirement is Satisfied by Reperforming the 
Analysis Described Above in View of the Whole Record 


Upon reply by applicant, before repeating any rejection under 
35 U.S.C. 112, para. 1 for lack of written description, review the 
basis for the rejection in view of the record as a whole, including 
amendments, arguments, and any evidence submitted by applicant. 
If the whole record now demonstrates that the written description 
requirement is satisfied, do not repeat the rejection in the next 
Office action. If the record still does not demonstrate that written 
description is adequate to support the claim(s), repeat the rejection 
under 35 U.S.C. 112, para. 1, fully respond to applicant’s rebuttal 
arguments, and properly treat any further showings submitted by 
applicant in the reply. Any affidavits, including those relevant to 
the 112, para. 1, written description requirement, must be thor- 
oughly analyzed and discussed in the next Office action. 


ENDNOTES 


'- See, e.g., Vas-Cath, Inc. v. Mahurkar, 935 F.2d 1555, 1560, 19 
USPQ2d 1111, 1114 (Fed. Cir. 1991). 


* In re Barker, 559 F.2d 588, 592 n.4, 194 USPQ 470, 473 n.4 
(CCPA 1977). 


*- See Regents of the University of California v. Eli Lilly, 119 
F.3d 1559, 1566, 43 USPQ2d 1398, 1404 (Fed. Cir. 1997), cert. 
denied, 523 U.S. 1089 (1998). 


* See, e.g., Vas-Cath, Inc. v. Mahurkar, 935 F.2d at 1563, 19 
USPQ2d at 1116. Much of the written description case law 
addresses whether the specification as originally filed supports 
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claims not originally in the application. The issue raised in the 
cases is most often phrased as whether the original application 
provides “adequate support” for the claims at issue or whether the 
material added to the specification incorporates “new matter” in 
violation of 35 U.S.C. Sec. 132. The “written description” question 
similarly arises in the interference context, where the issue is 
whether the specification of one party to the interference can 
support the newly added claims corresponding to the count at 
issue, i.e., whether that party can “make the claim” corresponding 
to the interference count. E.g., see Martin v. Mayer, 823 F.2d 500, 
502, 3 USPQ2d 1333, 1335 (Fed. Cir. 1987). 


In addition, early opinions suggest the Patent and Trademark 
Office was unwilling to find written descriptive support when the 
only description was found in the claims; however, this viewpoint 
was rejected. See In re Koller, 613 F.2d 819, 204 USPQ 702 
(CCPA 1980) (original claims constitute their own description); Jn 
re Gardner, 475 F.2d 1389, 177 USPQ 396 (CCPA 1973) (accord); 
In re Wertheim, 541 F.2d 257, 191 USPQ 90 (CCPA 1976) 
(accord). It is now well accepted that a satisfactory description 
may be in the claims or any other portion of the originally filed 
specification. 


These early opinions did not address the quality or specificity of 
particularity that was required in the description, i.e., how much 
description is enough. 


5: Lockwood v. American Airlines, Inc., 107 F.3d 1565, 1572, 41 
USPQ2d 1961, 1966 (Fed. Cir. 1997). 


® An application specification may show actual reduction to 
practice by describing testing of the claimed invention or, in the 
case of biological materials, by specifically describing a deposit 
made in accordance with 37 CFR 1.801 et seq. 37 CFR 1.804, 
1.809. See also Deposit of Biological Materials for Patent Pur- 
poses, Final Rule, 54 FR 34,864 (August 22, 1989) (“The 
requirement for a specific identification is consistent with the 
description requirement of the first paragraph of 35 U.S.C. 112, 
and to provide an antecedent basis for the biological material 
which either has been or will be deposited before the patent is 
granted.” Jd. at 34876. “[T]he description must be sufficient to 
permit verification that the deposited biological material is in fact 
that disclosed. Once the patent issues, the description must be 
sufficient to aid in the resolution of questions of infringement.” /d. 
at 34,880.). Such a deposit is not a substitute for a written 
description of the claimed invention. The written description of the 
deposited material needs to be as complete as possible because the 
examination for patentability proceeds solely on the basis of the 
written description. See, e.g., In re Lundak, 773 F.2d 1216, 227 
USPQ 90 (Fed. Cir. 1985). See also 54 FR at 34,880 (“As a general 
rule, the more information that is provided about a particular 
deposited biological material, the better the examiner will be able 
to compare the identity and characteristics of the deposited 
biological material with the prior art.”). 


”. Pfaff v. Wells Electronics, Inc., 525 U.S. 55, , 119 S.Ct. 304, 
312, 48 USPQ2d 1641, 1647 (1998). 


8. A description requirement issue can arise for original claims 
(see, e.g., Eli Lilly, 119 F.3d 1559, 43 USPQ2d 1398) as well as 
new or amended claims. Most typically, the issue will arise in the 
context of determining whether new or amended claims are 
supported by the description of the invention in the application as 
filed (see, e.g., In re Wright, 866 F.2d 422, 9 USPQ2d 1649 (Fed. 
Cir. 1989)), whether a claimed invention is entitled to the benefit 
of an earlier priority date or effective filing date under 35 U.S.C. 
119, 120, or 365(c) (see, e.g., Tronzo v. Biomet, Inc., 156 F.3d 
1154, 47 USPQ2d 1829 (Fed. Cir. 1998); Fiers v. Revel, 984 F.2d 
1164, 25 USPQ2d 1601 (Fed. Cir. 1993); In re Ziegler, 992 F.2d 
1197, 1200, 26 USPQ2d 1600, 1603 (Fed. Cir. 1993)), or whether 
a specification provides support for a claim corresponding to a 
count in an interference (see, e.g., Fields v. Conover, 443 F.2d 
1386, 170 USPQ 276 (CCPA 1970)). 


® Vas-Cath, Inc. v. Mahurkar, 935 F.2d at 1563, 19 USPQ2d at 
1116 (Fed. Cir. 1991). 


'© In re Wertheim, 541 F.2d at 262, 191 USPQ at 96. 
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'- See endnote 4 


'2 For example, consider the claim “A gene comprising SEQ ID 
NO: 1.” A determination of what the claim as a whole covers may 
result in a conclusion that specific structures such as a promoter, a 
coding region, or other elements are included. Although all genes 
encompassed by this claim share the characteristic of comprising 
SEQ ID NO: 1, there may be insufficient description of those 
specific structures (e.g., promoters, enhancers, coding regions, and 
other regulatory elements) which are also included. 

'S- A biomolecule sequence described only by a functional 
characteristic, without any known or disclosed correlation between 
that function and the structure of the sequence, normally is not a 
sufficient identifying characteristic for written description pur- 
poses, even when accompanied by a method of obtaining the 
claimed sequence. For example, even though a genetic code table 
would correlate a known amino acid sequence with a genus of 
coding nucleic acids, the same table cannot predict the native, 
naturally occurring nucleic acid sequence of a naturally occurring 
mRNA or its corresponding cDNA. Cf. Jn re Bell, 991 F.2d 781, 26 
USPQ2d 1529 (Fed. Cir. 1993), and Jn re Deuel, 51 F.3d 1552, 34 
USPQ2d 1210 (Fed. Cir. 1995) (holding that a process could not 
render the product of that process obvious under 35 U.S.C. 103). 
The Federal Circuit has pointed out that under United States law, 
a description that does not render a claimed invention obvious 
cannot sufficiently describe the invention for the purposes of the 
written description requirement of 35 U.S.C. 112. Eli Lilly, 119 
F.3d at 1567, 43 USPQ2d at 1405. The fact that a great deal more 
than just a process is necessary to render a product invention 
obvious means that a great deal more than just a process is 
necessary to provide written description for a product invention. 


Compare Fonar Corp. v. General Electric Co., 107 F.3d 1543, 
1549, 41 USPQ2d 1801, 1805 (Fed. Cir. 1997) (“As a general rule, 
where software constitutes part of a best mode of carrying out an 
invention, description of such a best mode is satisfied by a 
disclosure of the functions of the software. This is because, 
normally, writing code for such software is within the skill of the 
art, not requiring undue experimentation, once its functions have 
been disclosed * * *. Thus, flow charts or source code listings are 
not a requirement for adequately disclosing the functions of 
software.”). 


'*- See, e.g., Fujikawa v. Wattanasin, 93 F.3d 1559, 1571, 39 
USPQ2d 1895, 1905 (Fed. Cir. 1996) (a “laundry list” disclosure 
of every possible moiety does not constitute a written description 
of every species in a genus because it would not “reasonably lead” 
those skilled in the art to any particular species); In re Ruschig, 379 
F.2d 990, 995, 154 USPQ 118, 122-23 (CCPA 1967) (“If n- 
propylamine had been used in making the compound instead of 
n-butylamine, the compound of claim 13 would have resulted. 
Appellants submit to us, as they did to the board, an imaginary 
specific example patterned on specific example 6 by which the 
above butyl compound is made so that we can see what a simple 
change would have resulted in a specific supporting disclosure 
being present in the present specification. The trouble is that there 
is no such disclosure, easy though it is to imagine it.”). 


'S- 35 U.S.C. 132 and 251. See also In re Rasmussen, 650 F.2d 
1212, 1214, 211 USPQ 323, 326 (CCPA 1981). See Manual of 
Patent Examining Procedure (MPEP) Secs. 2163.06-2163.07 (7th 
Ed., July 1998) for a more detailed discussion of the written 
description requirement and its relationship to new matter. 


‘© The claims as filed in the original specification are part of the 
disclosure and therefore, if an application as originally filed 
contains a claim disclosing material not found in the remainder of 
the specification, the applicant may amend the specification to 
include the claimed subject matter. Jn re Benno, 768 F.2d 1340, 
226 USPQ 683 (Fed. Cir. 1985). 


'”- See. e.g., In re Lukach, 442 F.2d 967, 169 USPQ 795 (CCPA 
1971) (subgenus range was not supported by generic disclosure 
and specific example within the subgenus range): /n re Smith, 458 
F.2d 1389, 1395, 173 USPQ 679, 683 (CCPA 1972) (a subgenus is 
not necessarily described by a genus encompassing it and a species 
upon which it reads). 
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'* In re Oda, 443 F.2d 1200, 170 USPQ 260 (CCPA 1971). With 
respect to the correction of sequencing errors in applications 
disclosing nucleic acid and/or amino acid sequences, it is well 
know that sequencing errors are a common problem in molecular 
biology. See, e.g., Richterich, Peter, “Estimation of Errors in 
‘Raw’ DNA Sequences: A Validation Study,” Genome Research, 
8:251-259 (1998). If an application as filed includes sequence 
information and references a deposit of the sequenced material 
made in accordance with the requirements of 37 CFR 1.801 et seq., 
corrections of minor errors in the sequence may be possible based 
on the argument that one of skill in the art would have resequenced 
the deposited material and would have immediately recognized the 
minor error. Deposits made after the filing date can only be relied 
upon to provide support for the correction of sequence information 
if applicant submits a statement in compliance with 37 CFR 1.804 
stating that the biological material which is deposited is a 
biological material specifically defined in the application as filed. 


' See, e.g.. Gentry Gallery, Inc. v. Berkline Corp., 134 F.3d 
1473, 45 USPQ2d 1498 (Fed. Cir. 1998) (claims to a section sofa 
comprising, inter alia, a console and a control means were held 
invalid for failing to satisfy the written description requirement 
where the claims were broadened by removing the location of the 
control means.); Johnson Worldwide Associates Inc. v. Zebco 
Corp., 175 F.3d 985, 993, 50 USPQ2d 1607, 1613 (Fed. Cir. 1999) 
(in Gentry Gallery, the “court’s determination that the patent 
disclosure did not support a broad meaning for the disputed claim 
terms was premised on clear statements in the written description 
that described the location of a claim element-the ‘control means’ 
- as ‘the only possible location’ and that variations were ‘outside 
the stated purpose of the invention.” Gentry Gallery, 134 F.3d at 
1479, 45 USPQ2d at 1503. Gentry Gallery, then, considers ihe 
situation where the patent’s disclosure makes crystal clear that a 
particular (i.e., narrow) understanding of a claim term is an 
‘essential element of [the inventor’s}] invention.’); Tronzo v. 
Biomet, Inc., 156 F.3d 1154, 1159, 47 USPQ2d 1829, 1833 (Fed. 
Cir. 1998) (claims to generic cup shape were not entitled to filing 
date of parent application which disclosed “conical cup” in view of 
the disclosure of the parent application stating the advantages and 
importance of the conical shape.). 


0. See Gentry Gallery, 134 F.3d at 1480, 45 USPQ2d at 1503; 
In re Sus, 306 F.2d 494, 134 USPQ 301 (CCPA 1962) (“[Ojne 
skilled in this art would not be taught by the written description of 
the invention in the specification that any ‘ary! or substituted ary! 
radical’ would be suitable for the purposes of the invention but 
rather that only certain aryl radicals and certain specifically 
substituted aryl radicals [i.e., aryl! azides} would be suitable for 
such purposes.”). A claim which omits matter disclosed to be 
essential to the invention as described in the specification or in 
other statements of record may also be subject to rejection under 
35 U.S.C. Sec. 112, para. 1 as not enabling, or under 35 U.S.C. 
112, para. 2. See In re Mayhew, 527 F.2d 1229, 188 USPQ 356 
(CCPA 1976); In re Venezia, 530 F.2d 956, 189 USPQ 149 (CCPA 
1976); and In re Collier, 397 F.2d 1003, 158 USPQ 266 (CCPA 
1968). See also Reiffin v. Microsoft Corp., 48 USPQ2d 1274, 1277 
(N.D. Cal. 1998) and MPEP Sec. 2172.01. 


*!- See, e.g., Vas-Cath, Inc., 935 F.2d at 1563-64, 19 USPQ2d at 
1117. 


22. Wertheim, 541 F.2d at 262, 191 USPQ at 96. 


23; See MPEP Secs. 714.02 and 2163.06 (“Applicant should * * 
specifically point out the support for any amendments made to 
the disclosure.”); and MPEP Sec. 2163.04 (“If applicant amends 
the claims and points out where and/or how the originally filed 
disclosure supports the amendment(s), and the examiner finds that 
the disclosure does not reasonably convey that the inventor had 
possession of the subject matter of the amendment at the time of 
the filing of the application, the examiner has the initial burden of 
presenting evidence or reasoning to explain why persons skilled in 
the art would not recognize in the disclosure a description of the 
invention defined by the claims.”). 


* 


24 See In re Smith, 458 F.2d 1389, 1395, 173 USPQ 679, 683 
(CCPA 1972) (“Precisely how close [to the claimed invention] the 
description must come to comply with Sec. 112 must be left to 
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case-by-case development.”); In re Wertheim, 541 F.2d at 262, 191 
USPQ at 96 (inquiry is primarily factual and depends on the nature 
of the invention and the amount of knowledge imparted to those 
skilled in the art by the disclosure). 


* See, e.g., In re Morris, 127 F.3d 1048, 1053-54, 44 USPQ2d 
1023, 1027 (Fed. Cir. 1997). 


26. “Preamble language” is that language in a claim appearing 
before the transitional phase, e.g., before “comprising,” “consist- 
ing essentially of,” or “consisting of.” 


27. The transitional term “comprising” (and other comparable 
terms, e.g., “containing,” “including,” and “having”) is “open- 
ended - it covers the expressly recited subject matter, alone or in 
combination with unrecited subject matter. See, e.g., Ex parte 
Davis, 80 USPQ 448, 450 (Bd. App. 1948) (“comprising” leaves 
the “claim open for the inclusion of unspecified ingredients even in 
major amounts”), quoted with approval in Moleculon Research 
Corp v. CBS, Inc., 793 F.2d 1261, 1271, 229 USPQ 805, 812 (Fed. 
Cir. 1986). “By using the term ‘consisting essentially of,’ the 
drafter signals that the invention necessarily includes the listed 
ingredients and is open to unlisted ingredients that do not 
materially affect the basic and novel properties of the invention. A 
‘consisting essentially of’ claim occupies a middle ground between 
closed claims that are written in a ‘consisting of’ format and fully 
open claims that are drafted in a ‘comprising’ format.” PPG 
Industries v. Guardian Industries, 156 F.3d 1351, 1354, 48 
USPQ2d 1351, 1353-54 (Fed. Cir. 1998). For search and exami- 
nation purposes, absent a clear indication in the specification of 
what the basic and novel characteristics actually are, ‘consisting 
essentially of’ will be construed as equivalent to “comprising.” 
See, e.g., PPG, 156 F.3d at 1355, 48 USPQ at 1355 (“PPG could 
have defined the scope of the phrase ‘consisting essentially of’ for 
purposes of its patent by making clear in its specification what it 
regarded as constituting a material change in the basic and novel 
characteristics of the invention.”). 


28. See Pac-Tec Inc. v. Amerace Corp., 903 F.2d 796, 801, 14 
USPQ2d 1871, 1876 (Fed. Cir. 1990) (determining that preamble 
language that constitutes a structural limitation is actually part of 
the claimed invention). 


29. An applicant shows possession of the claimed invention by 
describing the claimed invention with all of its essential novel 
elements. Lockwood, 107 F.3d at 1572, 41 USPQ2d at 1966. 


3°. See, e.g., Bell Communications Research, Inc. v. Vitalink 
Communications Corp., 55 F.3d 615, 620, 34 USPQ2d 1816, 1820 
(Fed. Cir. 1995) (“[A] claim preamble has the import that the claim 
as a whole suggests for it.”); Corning Glass Works v. Sumitomo 
Elec. U.S.A., Inc., 868 F.2d 1251, 1257, 9 USPQ2d 1962, 1966 
(Fed. Cir. 1989) (The determination of whether preamble recita- 
tions are structural limitations can be resolved only on review of 
the entirety of the application “to gain an understanding of what 
the inventors actually invented and intended to encompass by the 
claim.”). 


3! See, e.g., Wang Labs. v. Toshiba Corp., 993 F.2d 858, 865, 26 
USPQ2d 1767, 1774 (Fed. Cir. 1993). 


32. See, e.g., Hybritech Inc. v. Monoclonal Antibodies, Inc., 802 
F.2d 1367, 1379-80, 231 USPQ 81, 90 (Fed. Cir. 1986). 


33: Pfaff v. Wells Electronics, Inc., 119 S.Ct. at 311, 48 USPQ2d 
at 1646 (“The word ‘invention’ must refer to a concept that is 
complete, rather than merely one that is ‘substantially complete.’ It 
is true that reduction to practice ordinarily provides the best 
evidence that an invention is complete. But just because reduction 
to practice is sufficient evidence of completion, it does not follow 
that proof of reduction to practice is necessary in every case. 
Indeed, both the facts of the Telephone Cases and the facts of this 
case demonstrate that one can prove that an invention is complete 
and ready for patenting before it has actually been reduced to 
practice.”). 
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34. Cooper v. Goldfarb, 154 F.3d 1321, 1327, 47 USPQ2d 1896, 
1901 (Fed. Cir. 1998). See also UMC Elecs. Co. v. United States, 
816 F.2d 647, 652, 2 USPQ2d 1465, 1468 (Fed. Cir. '987) 
(“[T]here cannot be a reduction to practice of the invention * * * 
without a physical embodiment which includes all limitations of 
the claim.”); Estee Lauder Inc. v. L'Oreal S.A., 129 F.3d 588, 593, 
44 USPQ2d 1610, 1614 (Fed. Cir. 1997) (“[A] reduction to 
practice does not occur until the inventor has determined that the 
invention will work for its intended purpose.”); Mahurkar v. C.R. 
Bard Inc., 79 F.3d 1572, 1578, 38 USPQ2d 1288, 1291 (Fed. Cir. 
1996) (determining that the invention will work for its intended 
purpose may require testing depending on the character of the 
invention and the problem it solves). 


35. 37 CFR Secs. 1.804, 1.809. See also endnote 6. 


3© See, e.g., Vas-Cath, 935 F.2d at 1565, 19 USPQ2d at 1118 
(“drawings alone may provide a ‘written description’ of an 
invention as required by Sec. 112”); In re Wolfensperger, 302 F.2d 
950, 133 USPQ 537 (CCPA 1962) (the drawings of applicant’s 
specification provided sufficient written descriptive support for the 
claim limitation at issue); Autogiro Co. of America v. United 
States, 384 F.2d 391, 398, 155 USPQ 697, 703 (Ct. Cl. 1967) 
(“{I)n those instances where a visual representation can flesh out 
words, drawings may be used in the same manner and with the 
same limitations as the specification.”). 


37. See “Hybritech v. Monoclonal Antibodies, 802 F.2d at 1384, 
231 USPQ at 94; Fonar Corp. v. General Electric Co., 107 F.3d at 
1549, 41 USPQ2d at 1805 (source code description not required). 


38. This is especially true for the mechanical and electrical arts. 
See, e.g., Pfaff v. Wells Electronics, 119 S.Ct. at 312, 48 USPQ2d 
at 1647. 


3% For example, the presence of a restriction enzyme map of a 
gene may be relevant to a statement that the gene has been 
isolated. One skilled in the art may be able to determine when the 
gene disclosed is the same as or different from a gene isolated by 
another by comparing the restriction enzyme map. In contrast, 
evidence that the gene could be digested with a nuclease would not 
normally represent a relevant characteristic since any gene would 
be digested with a nuclease. Similarly, isolation of an mRNA and 
its expression to produce the protein of interest is strong evidence 
of possession of an mRNA for the protein. 


Examples of identifying characteristics include a sequence, 
structure, binding affinity, binding specificity, molecular weight, 
and length. Although structural formulas provide a convenient 
method of demonstrating possession of specific molecules, other 
identifying characteristics or combinations of characteristics may 
demonstrate the requisite possession. For example, unique cleav- 
age by particular enzymes, isoelectric points of fragments, detailed 
restriction enzyme maps, a comparison of enzymatic activities, or 
antibody cross-reactivity may be sufficient to show possession of 
the claimed invention to one of skill in the art. See Lockwood, 107 
F.3d at 1572, 41 USPQ2d at 1966 (“written description” require- 
ment may be satisfied by using “such descriptive means as words, 
structures, figures, diagrams, formulas, etc., that fully set forth the 
claimed invention’’). 


However, a definition by function alone “does not suffice” to 
sufficiently describe a coding sequence “because it is only an 
indication of what the gene does, rather than what it is.” Eli Lilly, 
119 F.3 at 1568, 43 USPQ2d at 1406. See also Fiers, 984 F.2d at 
1169-71, 25 USPQ2d at 1605-06 (discussing Amgen Inc. v. Chugai 
Pharmaceutical Co., 927 F.2d 1200, 18 USPQ2d 1016 (Fed. Cir. 
1991)). 


“©. If a claim limitation invokes 35 U.S.C. Sec. 112, para. 6, it 
must be interpreted to cover the corresponding structure, materials, 
or acts in the specification and “equivalents thereof.” See 35 
U.S.C. 112, para. 6. See also B. Braun Medical, Inc. v. Abbott Lab., 
124 F.3d 1419, 1424, 43 USPQ2d 1896, 1899 (Fed. Cir. 1997). If 
the written description fails to set forth the supporting structure, 
material or acts corresponding to the means- (or step-) plus- 
function, the claim may not meet the requirement of 35 U.S.C. 
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112, para. 1. A means- (or step-) plus-function claim limitation 
satisfies 35 U.S.C. 112, para. | if: (1) The written description links 
or associates particular structure, materials, or acts to the function 
recited in a means- (or step-) plus-function claim limitation; or (2) 
it is clear based on the facts of the application that one skilled in 
the art would have known what structure, materials, or acts 
perform the function recited in a means- (or step- ) plus-function 
limitation. In considering whether there is 35 U.S.C. Sec. 112, 
para. | support for the claim limitation, the examiner must 
consider not only the original disclosure contained in the summary 
and detailed description of the invention portions of the specifi- 
cation, but also the original claims, abstract, and drawings. See the 
Interim Supplemental Examination Guidelines for Determining the 
Applicability of 35 U.S.C. 112 para. 6, 64 FR 41392 (July 30, 
1999). 


*" See Hybritech Inc. v. Monoclonal Antibodies, Inc., 802 F.2d at 
1384, 231 USPQ at 94. 


4. See, e.g., Vas-Cath, 935 F.2d at 1563, 19 USPQ2d at 1116; 
Martin v. Johnson, 454 F.2d 746, 751, 172 USPQ 391, 395 (CCPA 
1972) (stating “the description need not be in ipsis verbis [i.e., “in 
the same words’] to be sufficient”). 


43- A claim which is limited to a single disclosed embodiment or 
species is analyzed as a claim drawn to a single embodiment or 
species, whereas a claim which encompasses two or more embodi- 
ments or species within the scope of the claim is analyzed as a 
claim drawn to a genus. See also MPEP Sec. 806.04(e). 


“4. 35 U.S.C. 112, para. 1. Cf. Fields v. Conover, 443 F.2d 1386, 
1392, 170 USPQ 276, 280 (CCPA 1971) (finding a lack of written 
description because the specification lacked the “full, clear, con- 
cise, and exact written description” which is necessary to support 
the claimed invention). 


*5- For example, if the art has established a strong correlation 
between structure and function, one skilled in the art would be able 
to predict with a reasonable degree of confidence the structure of 
the claimed invention from a recitation of its function. Thus, the 
written description requirement may be satisfied through disclo- 
sure of function and minimal structure when there is a well- 
established correlation between structure and function. In contrast, 
without such a correlation, the capability to recognize or under- 
stand the structure from the mere recitation of function and 
minimal structure is highly unlikely. In this latter case, disclosure 
of function alone is little more than a wish for possession; it does 
not satisfy the written description requirement. See Eli Lilly, 119 
F.3d at 1568, 43 USPQ2d at 1406 (written description requirement 
not satisfied by merely providing “a result that one might achieve 
if one made that invention”) ; In re Wilder, 736 F.2d 1516, 1521, 
222 USPQ 369, 372-73 (Fed. Cir. 1984) (affirming a rejection for 
lack of written description because the specification does “little 
more than outline goals appellants hope the claimed invention 
achieves and the problems the invention will hopefully amelio- 
rate”). Compare Fonar, 107 F.3d at 1549, 41 USPQ2d at 1805 
(disclosure of software function adequate in that art). 


4°. See, e.g., In re Hayes Microcomputer Products Inc. Patent 
Litigation, 982 F.2d 1527, 1534-35, 25 USPQ2d 1241, 1246 (Fed. 
Cir. 1992) (“One skilled in the art would know how to program a 
microprocessor to perform the necessary steps described in the 
specification. Thus, an inventor is not required to describe every 
detail of his invention. An applicant’s disclosure obligation varies 
according to the art to which the invention pertains. Disclosing a 
microprocessor capable of performing certain functions is suffi- 
cient to satisfy the requirement of section 112, first paragraph, 
when one skilled in the relevant art would understand what is 
intended and know how to carry it out.”’) 


47. See, e.g., Fiers v. Revel, 984 F.2d at 1169, 25 USPQ2d at 
1605; Amgen Inc. v. Chugai Pharmaceutical Co., 927 F.2d 1200, 
1206, 18 USPQ2d 1016, 1021 (Fed. Cir. 1991). Where the process 
has actually been used to produce the product, the written 
description requirement for a product-by-process claim is clearly 
satisfied; however, the requirement may not be satisfied where it is 
not clear that the acts set forth in the specification can be 
performed, or that the product is produced by that process. 
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*8- See, e.g., Amgen Inc. v. Chugai Pharmaceutical Co., 927 F.2d 
1200, 1206, 18 USPQ2d 1016, 1021 (Fed. Cir. 1991) (“A gene is 
a chemical compound, albeit a complex one, and it is well 
established in our law that conception of a chemical compound 
requires that the inventor be able to define it so as to distinguish it 
from other materials, and to describe how to obtain it. Conception 
does not occur unless one has a mental picture of the structure of 
the chemical, or is able to define it by its method of preparation, its 
physical or chemical properties, or whatever characteristics suffi- 
ciently distinguish it. It is not sufficient to define it solely by its 
principal biological property, e.g., encoding human erythropoietin, 
because an alleged conception having no more specificity than that 
is simply a wish to know the identity of any material with that 
biological property. We hold that when an inventor is unable to 
envision the detailed constitution of a gene so as to distinguish it 
from other materials, as well as a method for obtaining it, 
conception has not been achieved until reduction to practice has 
occurred, i.e., until after the gene has been isolated.”) (citations 
omitted). In such instances the alleged conception fails not merely 
because the field is unpredictable or because of the general 
uncertainty surrounding experimental sciences, but because the 
conception is incomplete due to factual uncertainty that under- 
mines the specificity of the inventor’s idea of the invention. 
Burroughs Wellcome Co. v. Barr Laboratories Inc., 40 F.3d 1223, 
1229, 32 USPQ2d 1915, 1920 (Fed. Cir. 1994). Reduction to 
practice in effect provides the only evidence to corroborate 
conception (and therefore possession) of the invention. /d. 


4°. See Eli Lilly, 119 F.3d at 1568, 43 USPQ2d at 1406. 
5°. See, e.g., Eli Lilly. 


5! For example, in the genetics arts, it is unnecessary for an 
applicant to provide enough different species that the disclosure 
will permit one of skill to determine the nucleic acid or amino acid 
sequence of another species from the application alone. The 
stochastic nature of gene evolution would make such a predict- 
ability nearly impossible. Thus, the Federal Circuit could not have 
intended that representative number requires predictability of 
sequences. 


52: See Wertheim, 541 F.2d at 263, 191 USPQ at 97 (“[T]he PTO 
has the initial burden of presenting evidence or reasons why 
persons skilled in the art would not recognize in the disclosure a 
description of the invention defined by the claims.”). See also 
MPEP Sec. 2163.05. 


53. See MPEP Secs. 714.02 and 2163.06 (“Applicant should * * 
* specifically point out the support for any amendments made to 
the disclosure.’’). 


*4. See, e.g., In re Wright, 866 F.2d 422, 425, 9 USPQ2d 1649, 
1651 (Fed. Cir. 1989) (Original specification for method of 
forming images using photosensitive microcapsules which de- 
scribes removal of microcapsules from surface and warns that 
capsules not be disturbed prior to formation of image, unequivo- 
cally teaches absence of permanently fixed microcapsules and 
supports amended language of claims requiring that microcapsules 
be “not permanently fixed” to underlying surface, and therefore 
meets description requirement of 35 U.S.C. 112.). 


5S. See, e.g., In re Robins, 429 F.2d 452, 456-57, 166 USPQ 552, 
555 (CCPA 1970) (“[W]here no explicit description of a generic 
invention is to be found in the specification * * * mention of 
representative compounds may provide an implicit description 
upon which to base generic claim language.”); Jn re Smith, 458 
F.2d 1389, 1395, 173 USPQ 679, 683 (CCPA 1972) (a subgenus is 
not necessarily implicitly described by a genus encompassing it 
and a species upon which it reads). 


%®- See, e.g., In re Robertson, 169 F.3d 743, 745, 49 USPQ2d 
1949, 1950-51 (Fed. Cir. 1999) (“To establish inherency, the 
extrinsic evidence ‘must make clear that the missing descriptive 
matter is necessarily present in the thing described in the reference, 
and that it would be so recognized by persons of ordinary skill. 
Inherency, however, may not be established by probabilities or 
possibilities. The mere fact that a certain thing may result from a 
given set of circumstances is not sufficient.”’) (citations omitted). 
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57 When an explicit limitation in a claim “is not present in the 
written description whose benefit is sought it must be shown that 
a person of ordinary skill would have understood, at the time the 
patent application was filed, that the description requires that 
limitation.” Hyatt v. Boone, 146 F.3d 1348, 1353, 47 USPQ2d 
1128, 1131 (Fed. Cir. 1998). 


%8: See, e.g., Johnson Worldwide Associates Inc. v. Zebco Corp., 
175 F.3d at 993, 50 USPQ2d at 1613; Gentry Gallery, Inc. v. 
Berkline Corp., 134 F.3d at 1479, 45 USPQ2d at 1503; Tronze v. 
Biomet, Inc., 156 F.3d at 1159, 47 USPQ2d at 1833; and Reiffin v. 
Microsoft Corp., 48 USPQ2d at 1277. 


° See, e.g., In re Marzocchi, 439 F.2d 220, 224, 169 USPQ 367, 
370 (CCPA 1971). 


©. Wertheim, 541 F.2d at 262, 191 USPQ at 96. 
®!- See In re Rasmussen, 650 F.2d at 1214, 211 USPQ at 326. 


©. See In re Alton, 76 F.3d 1168, 1176, 37 USPQ2d 1578, 1584 
(Fed. Cir. 1996). 
December 16, 1999 Q. TODD DICKINSON 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 


Guidelines for Reexamination of Cases in 
View of In re Portola Packaging, Inc., 
110 F.3d 786, 42 USPQ2d 1295 (Fed. Cir. 1997) 


AGENCY: Patent and Trademark Office, Commerce. 


ACTION: Notice 


SUMMARY: The Patent and Trademark Office (PTO) is publish- 
ing the final version of guidelines to be used by Office personnel 
in their review of requests for reexaminations and ongoing 
reexaminations for compliance with the decision in Jn re Portola 
Packaging, Inc., 110 F.3d 786, 42 USPQ2d 1295 (Fed. Cir. 1997). 
Because these guidelines govern internal practices. they are 
exempt from notice and comment under 5 U.S.C. § 553(b)(A). 


DATES: The guidelines are effective as of publication in the 
FEDERAL REGISTER. 


FOR FURTHER INFORMATION CONTACT: John M. 
Whealan by telephone at (703) 305-9035; by facsimile at (703) 
305-9373; by mail addressed to Box 8, Commissioner of Patents 
and Trademarks, Washington, D.C. 20231; or by electronic mail at 
“john.whealan @uspto.gov”. 


SUPPLEMENTAL INFORMATION: 
1. Discussion of Public Comments 


Comments were received by the PTO from eight individuals and 
one bar association in response to the Request for Comments on 
Interim Guidelines for Reexamination of Cases in View of In re 
Portola Packaging, Inc., 110 F.3d 786, 42 USPQ2d 1295 (Fed. Cir. 
1997), published June 15. 1998 (63 Fed. Reg. 32646). In general, 
six of the eight individual comments were critical of the guide- 
lines; one individual comment was partially supportive of the 
guidelines and one suggested a legislative change; the comments 
from the bar association were in complete support of the guide- 
lines. All of the comments have been carefully considered. 
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A. Below is a listing of comments along with a corresponding 
Office response explaining why each has not been adopted: 


(1) Comment: Most of the critical comments suggest the Office 
is misinterpreting the “holding” of Portola Packaging. These 
comments believe Portola Packaging held that (i) the Office may 
not initiate a reexamination proceeding based solely on prior art 
previously cited during prosecution of the application which 
matured into the patent, regardless of whether that art was 
discussed, and (ii) no rejection can be made during a subsequent 
reexamination based solely on prior art cited during prosecution of 
the application which matured into the patent, even if that prior an 
was not previously discussed. Response: The Office views these 
positions as dicta and not the “holding” of Portola Packaging. 


The Federal Circuit recently explained the difference between 
the holding of a case and dicta. See In re McGrew, 120 F.3d 1236, 
1238-39, 43 USPQ2d 1632, 1635 (Fed. Cir. 1997). The Court 
explained that dicta consists of the statements in an opinion “upon 
a point or points not necessary to the decision of the case.” /d. at 
1238, 43 USPQ2d at 1635. The Court further explained that since 
“dictum is not authoritative,” it need not be followed. /d. 


The Office considers the portions of the Portola Packaging 
opinion relied on by the critical commenters as dicta and not the 
holding of the case. In Portola Packaging, the prior art relied upon 
in the reexamination (that was found by the Court to be improperly 
used) was not only cited, but it was also discussed and applied to 
reject claims during prosecution of the application which matured 
into the patent. Thus, Portola Packaging holds that a rejection in 
a reexamination proceeding may not be based solely on prior art 
that was previously applied to reject claims during prosecution of 
the application which matured into the patent. Portola Packaging 
does not, however, hold (as suggested by the commenters) that 
prior art in the record of the application that matured into the 
patent, which was not discussed, may never form the sole basis for 
a rejection during a subsequent reexamination proceeding. Such a 
broad reading of Portola Packaging would encourage the practice 
of applicants citing numerous references during prosecution of an 
application to preclude subsequent reexamination based on those 
references. This practice of flooding the Office with references 
during prosecution of an application in order to prevent their 
subsequent use in reexamination could overwhelm the examina- 
tion process and limit the effectiveness of reexamination. 


(2) Comment: One comment went further and suggested that 
Portola Packaging precluded reexamination based on any refer- 
ence which is not new art. Response: The Office disagrees with this 
comment in view of the interpretation of the holding of Portola 
Packaging set forth in the preceding paragraph. 


(3) Comment: One comment suggested the elimination of the 
unusual fact pattern situations exemplified in Part E, since in their 
opinion, Portola Packaging holds that previously cited art may 
never be relied on in a reexamination. Response: Once again, the 
Office views this position as dictum and not the holding of the 
case. 


(4) Comment: One comment suggested the Office should seek a 
legislative overruling of the “holding” of Portola Packaging. 
Response: As the Office is following the holding of the case (as set 
forth above), the case need not be overruled. However, changes 
regarding the type of prior art that may be considered in reexami- 
nation proceedings may be proposed in upcoming legislation. 


(5) Comment: One comment suggested that the form notices set 
forth in Section F may prompt an applicant to file a reissue 
application to resolve any issues that are precluded from resolution 
during reexamination. Response: The form notices in Section F 
have been modified to indicate that no patentability determination 
has been made in the reexamination (over prior art precluded by 
Portola Packaging). The notices do not suggest the filing of a 
reissue application. This of course would be an option open to the 
patent owner as Portola Packaging does not apply to reissue 
applications. 


(6) Comment: One comment suggested that the practice of an 
examiner placing his initials next to a reference on an information 
disclosure statement (IDS), citation form PTOL-1449, or its 
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equivalent, is sufficient to indicate that an examiner has considered 
the reference. Response: Where the IDS citations are submitted but 
not described, the examiner is only responsible for cursorily 
reviewing the references. The initials of the examiner on the 
PTOL-1449 indicate only that degree of review unless the refer- 
ence is either applied against the claims, or discussed by the 
examiner as pertinent art of interest, in a subsequent office action. 


As noted in (1) above, the prior art relied upon in the 
reexamination in Portola Packaging was not merely cited and 
initialed, but it was discussed and applied to reject claims in the 
application that matured into the patent. Portola Packaging does 
not hold that prior art that was of record but not discussed may not 
form the sole basis of a rejection of the claims. Accordingly, under 
Portola Packaging the mere presence of the examiner’s initials 
next to a reference on an IDS citation does not preclude consid- 
eration of the reference in a subsequent reexamination proceeding. 


(7) Comment: One comment suggested that the guidelines were 
inconsistent with Jn re Hiniker Co., 150 F.3d 1362, 47 USPQ2d 
1523 (Fed. Cir. 1998). Response: In Hiniker, the Federal Circuit 
affirmed a rejection in a reexamination proceeding which was 
based, in part, on new prior art. See 150 F.3d at 1367, 47 USPQ2d 
at 1527. Hiniker, therefore, does not preclude a rejection in a 
reexamination proceeding based on prior art that was cited but 
never discussed during the prosecution of the application which 
matured into the patent, since such a situation was not presented to 
the Court. 


In Hiniker, the Court did state that Portola Packaging “held that 
prior art that was before the original examiner could not support a 
reexamination proceeding despite the fact that it was not the basis 
of a rejection in the original prosecution; as long as the art was 
before the original examiner, it would be considered ‘old art.”” 150 
F.3d at 1365-66, 47 USPQ2d at 1526 (citing Portola Packaging) 
(emphasis added). It is undisputed, however, that the prior art 
relied on to reject the claims in the reexamination proceeding in 
Portola Packaging was the same prior art that was relied on to 
reject claims during the prosecution of the application which 
matured into the patent. See Portola Packaging, 110 F.3d at 787, 
42 USPQ2d at 1296-97. Accordingly, the Hiniker panel was not 
addressing the issue of prior art that was not discussed when it 
characterized the holding of Portola Packaging since it is clear 
that an “old art” rejection was at issue in Portola Packaging, 
whereas a “new art” rejection was at issue in Hiniker. 


(8) Comment: One comment suggested that reexaminations 
should be the same as all other examinations. Response: Reexami- 
nation is based on patents and printed publications. Thus the scope 
of reexamination is narrower than that involved in the examination 
of a patent application. Certain issues of patentability that may be 
considered during prosecution of the application may not be 
considered during reexamination of the patent. If the patent owner 
desires consideration of questions of patentability not appropriate 
for reexamination, those issues can only be addressed in a reissue 
application filed under 35 U.S.C. § 251. 


(9) Comment: One comment queried whether applicants will 
now be required to discuss all references listed on an IDS 
statement. Response: There is no such requirement in the current 
rules. Under the guidelines set forth herein, however, references 
that are not discussed during the prosecution of an application 
which matures into a patent will not be precluded from consider- 
ation in a subsequent reexamination proceeding. 


B. The following comments have been adopted to the extent 
indicated in the corresponding Office response: 


(1) Comment: Two comments suggested that the statements in 
Section F to be used in denying or terminating a reexamination 
were misleading and could cast a shadow on the validity of the 
patent. One comment further proposed changing the language to, 
“No new patentability determination has been made in this 
reexamination proceeding.” Response: The Office has considered 
these suggestions, and in an attempt to be more clear, has modified 
the language in Section F to be used in denying or terminating a 
reexamination proceeding. 
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C. The following comments supported the interim guidelines and 
suggested no changes: 


(1) Comment: The comments from the bar association supported 
the guidelines as consistent with Portola Packaging and the 
legislative intent of the reexamination process to resolve validity 
questions efficiently and economically. In addition, the bar asso- 
ciation felt the guidelines were consistent with the Federal Circuit 
decision in Jn re Lonardo 119 F.3d 960.43 USPQ2d 1262 (Fed. Cir. 
1997), cert. denied, 118 S. Ct. 1164 (1998). 


(2) The bar association also commented that the guidelines (and 
in particular the unusual fact patterns set forth in Section E) are 
consistent with the rebuttable presumption of administrative cor- 
rectness relied on by the Court in Portola Packaging. Courts 
presume that Government officials have properly discharged their 
duties, absent clear evidence to the contrary. Thus, since the 
presumption of administrative correctness is rebuttable, the guide- 
lines properly provide for reexamination based on a previously 
considered reference where the evidence clearly shows that the 
examiner did not appreciate the issue raised in the reexamination 
request during the prosecution of the application that matured into 
the patent. 


Il. Guidelines for Reexamination of Cases in View of In re 
Portola Packaging, Inc., 110 F.3d 786, 42 USPQ2d 1295 (Fed. 
Cir. 1997) 


The following guidelines have been developed to assist Patent 
and Trademark Office (PTO) personnel in determining whether to 
order a reexamination or terminate an ongoing reexamination in 
view of the United States Court of Appeals for the Federal 
Circuit's decision in In re Portola Packaging, \nc.' These guide- 
lines supersede and supplement any previous guidelines issued by 
the PTO with respect to reexamination. These guidelines apply to 
all reexaminations regardless of whether they are initiated by the 
Commissioner, requested by the patentee, or requested by a third 
party. These guidelines will be incorporated into Chapter 2200 of 
the Manual of Patent Examining Procedure (MPEP). 


A. Explanation of Portola Packaging 


In order for the PTO to conduct reexamination, prior art must 
raise a substantial new question of patentability.2 In Portola 
Packaging, the Federal Circuit held that a combination of two 
references that were relied upon individually to reject claims 
during the prosecution of the application which matured into the 
patent does not raise a substantial new question of patentability in 
a subsequent reexamination of the patent. The Federal Circuit 
also held that an amendment of the claims during reexamination 
does not justify using old prior art to raise a substantial new 
question of patentability.* The Court explained that “a rejection 
made during reexamination does not raise a substantial new 
question of patentability if it is supported only by prior art 
previously considered by the PTO.”* 


B. General Principles Governing Compliance with Portola 
Packaging 


If prior art was previously relied upon to reject a claim in a prior 
related PTO proceeding,® the PTO will not order or conduct 
reexamination based only on such prior art, regardless of whether 
that prior art is to be relied upon to reject the same or different 
claims in the reexamination. 


If prior art was not relied upon to reject a claim, but was cited 
in the record of a prior related PTO proceeding, and its relevance 
to the patentability of any claim was actually discussed on the 
record,’ the PTO will not order or conduct reexamination based 
only on such prior art. 


In contrast, the PTO may order and conduct reexamination 
based on prior art that was cited but whose relevance to patent- 
ability of the claims was not discussed in any prior related PTO 
proceeding. 
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C. Procedures for Determining Whether a Reexamination 
May be Ordered in Compliance with Portola Packaging 


PTO personnel must adhere to the following procedures when 
determining whether a reexamination may be ordered in compli- 
ance with the Federal Circuit's decision in Portola Packaging: 


1. Read the reexamination request to identify the prior art on 
which the request is based. 


2. Conduct any necessary search of the prior art relevant to the 
subject matter of the patent for which reexamination was re- 
quested.® 


3. Read the prosecution histories of all prior related PTO 
proceedings. 


4. Determine if the prior art in the reexamination request and the 
prior art found in any search was: 


(a) relied upon to reject any claim in a prior related PTO 
proceeding; or 


(b) cited and its relevance to patentability of any claim dis- 
cussed in a prior related PTO proceeding. 


5. Deny the reexamination request if the decision to order 
reexamination would be based only on prior art that was, in a prior 
related PTO proceeding, (a) relied upon to reject any claim, and/or 
(b) cited and its relevance to patentability of any claim discussed.” 


6. Order reexamination if the decision to order reexamination 
would be based at least in part on prior art that was, in a prior 
related PTO proceeding, neither (a) relied upon to reject any claim, 
nor (b) cited and its relevance to patentability of any claim 
discussed and a substantial new question of patentability is raised 
with respect to any claim of the patent.'® 


D. Procedures for Determining Whether an Ongoing Reex- 
amination Must be Terminated in Compliance with Portola 
Packaging 


PTO personnel must adhere to the following procedures when 
determining whether any current or future ongoing reexamination 
should be terminated in compliance with the Federal Circuit's 
decision in Portola Packaging: 


1. Prior to making any rejection in an ongoing reexamination, 
determine for any prior related PTO proceeding what prior art was 
(a) relied upon to reject any claim or (b) cited and discussed. 


2. Base any and all rejections of the patent claims under 
reexamination at least in part on prior art that was, in any prior 
related PTO proceeding, neither (a) relied upon to reject any claim, 
nor (b) cited and its relevance to patentability of any claim 
discussed. 


3. Withdraw any rejections based only on prior art that was, in 
any prior related PTO proceeding, previously either (a) relied upon 
to reject any claim, or (b) cited and its relevance to patentability of 
any claim discussed. 


4. Terminate reexaminations in which the only remaining 
rejections are entirely based on prior art that was, in any prior 
related PTO proceeding, previously (a) relied upon to reject any 
claim, and/or (b) cited and its relevance to patentability of a claim 
discussed."' 


E. Application of Portola Packaging to Unusual Fact Pat- 
terns 


The PTO recognizes that each case must be decided on its 
particular facts and that cases with unusual fact patterns will occur. 
In such a case, the reexamination should be brought to the 
attention of the Group Director who will then determine the 
appropriate action to be taken. 
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Unusual fact patterns may appear in cases in which prior art was 
relied upon to reject any claim or cited and discussed with respect 
to the patentability of a claim in a prior related PTO proceeding, 
but other evidence clearly shows that the examiner did not 
appreciate the issues raised in the reexamination request or the 
ongoing reexamination with respect to that art. Such other evi- 
dence may appear in the reexamination request, in the nature of the 
prior art, in the prosecution history of the prior examination, or in 
an admission by the patent owner, applicant, or inventor.'? 


For example, if a textbook was cited during prosecution of the 
application which matured into the patent, the record of that 
examination may show that only select information from the 
textbook was discussed with respect to the patentability of the 
claims.'* If a subsequent reexamination request relied upon other 
information in the textbook that actually teaches what is required 
by the claims, it may be appropriate to rely on this other 
information in the textbook to order and/or conduct reexamina- 
tion. 


Another example involves the situation where an examiner 
discussed a reference in a prior PTO proceeding, but did not either 
reject a claim based upon the reference or maintain the rejection 
based on the mistaken belief that the reference did not qualify as 
prior art.'> If the reexamination request were to explain how and 
why the reference actually does qualify, as prior art, it may be 
appropriate to rely on the reference to order and/or conduct 
reexamination. ‘° 


Another example involves foreign language prior art references. 
If a foreign language prior art reference was cited and discussed in 
any prior PTO proceeding, Portola Packaging may not prohibit 
reexamination over a complete and accurate translation of that 
foreign language prior art reference. Specifically, if a reexamina- 
tion request were to explain why a more complete and accurate 
translation of that same foreign language prior art reference 
actually teaches what is required by the patent claims, it may be 
appropriate to rely on the foreign language prior art reference to 
order and/or conduct reexamination. 


Another example of an unusual fact pattern involves cumulative 
references. To the extent that a cumulative reference is repetitive of 
a prior art reference that was previously applied or discussed, 
Portola Packaging may prohibit reexamination of the patent 
claims based only on the repetitive reference.'’? However, it is 
expected that a repetitive reference which cannot be considered by 
the PTO during reexamination will be a rare occurrence since most 
references teach additional information or present information in a 
different way than other references, even though the references 
might address the same general subject matter. 


F. Notices Regarding Compliance with Portola Packaging 


1. If a request for reexamination is denied under C.5 above in 
order to comply with the Federal Circuit’s decision in Portola 
Packaging, the notice of reexamination denial should state: “This 
reexamination request is denied based on /n re Portola Packaging, 
Inc., 110 F.3d 786, 42 USPQ2d 1295 (Fed. Cir. 1997). No 
patentability determination has been made in this reexamination 
proceeding.” 


2. If an ongoing reexamination is terminated under D.4 above in 
order to comply with the Federal Circuit’s decision in Portola 
Packaging, the Notice of Intent to Issue a Reexamination Certifi- 
cate should state: “This reexamination is terminated based on Jn re 
Portola Packaging. Inc., 110 F.3d 786, 42 USPQ2d 1295 (Fed. Cir. 
1997). No patentability determination has been made in this 
reexamination proceeding.” 


3. If a rejection in the reexamination has previously issued and 
that rejection is withdrawn under D.3 above in order to comply 
with the Federal Circuit’s decision in Portola Packaging, the 
Office action withdrawing such rejection should state: “The 
rejection is withdrawn in view of /n re Portola Packaging, Inc., 
110 F.3d 786, 42 USPQ2d 1295 (Fed. Cir. 1997). No patentability 
determination of the claims of the patent in view of such prior art 
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has been made in this reexamination proceeding.” If multiple 
rejections have been made, the Office action should clarify which 
rejections are being withdrawn. 


Q. TODD DICKINSON 

Acting Assistant Secretary of Commerce 
and Acting Commissioner of 

Patents and Trademarks 


ENDNOTES 


1. 110 F.3d 786.42 USPQ2d 1295 (Fed. Cir.) reh'g in banc denied, 
122 F.3d 1473.44 USPQ2d 1060 (1997). 


2. 35 U.S.C. § 304. 


3. During the original prosecution of the application which led to 
the patent, the PTO had rejected the claims separately based upon 
the Hunter and Faulstich references. The PTO never applied the 
references in combination. During reexamination, Portola Pack- 
aging amended the patent claims, and for the first time the PTO 
rejected the amended patent claims based upon the Hunter and 
Faulstich references in combination. Despite these facts, the 
Federal Circuit determined that the PTO was precluded from 
conducting reexamination on those references, 110 F.3d at 790, 42 
USPQ2d at 1299 


4. 110 F.3d at 791, 42 USPQ2d at 1299. 


5. 110 F.3d at 791, 42 USPQ2d at 1300. 

6. Prior related PTO proceedings include the application which 
matured into the patent that is being reexamined, any reissue 
application for the patent, and any reexamination proceeding for 
the patent. 


7. The relevance of the prior art to patentability may be discussed 
by either the applicant, patentee, examiner, or any third party 
However, 37 C.F.R. § 1.2 requires that all PTO business be 
transacted in writing. Thus, the PTO cannot presume that a prior 
art reference was previously relied upon to reject or discussed in a 
prior PTO proceeding if there is no basis in the written record t 
so conclude other than the examiner's initials or a check mark on 
a PTO 1449 form, or equivalent, submitted with an information 
disclosure statement. Thus, any discussion of prior art must appear 
on the record of a prior related PTO proceeding. Examples of 
generalized statements in a prior related PTO proceeding that 
would not preclude reexamination include statements that prior art 
is “cited to show the state of the art,” “cited to show the 
background of the invention.” or “cited of interest.” 


8. See 35 U.S.C. § 303 (“On his own initiative, and any time, the 
Commissioner may determine whether a substantial new question 
of patentability is raised by patents and publication discovered by 
him *): see also MPEP § 2244 (“If the examiner believes that 
additional prior art patents and publications can be readily ob- 
tained by searching to supply any deficiencies in the prior art cited 
in the request, the examiner can perform such an additional 
search.”) 


9. See Portola Packaging, Inc., 110 F.3d at 790, 42 USPQ2d at 
1299 (examiner presumed to have done his job). There may be 
unusual fact pattems and evidence which suggest that the examiner 
did not consider the prior art that was discussed in the prior PTO 
proceeding. These cases should be brought to the attention of the 
Group Director. For a discussion of the treatment of such cases, 
see section E above 


10. If not specified, a reexamination generally includes all claims. 
However, reexamination may be limited to specific claims. See 35 
U.S.C. § 304 (authorizing the power to grant reexamination for 
determination of a “substantial new question of patentability 
affecting any claim of a patent.”) (emphasis added). Thus, the 
Commissioner may order reexamination confined to specific 
claims. However, reexamination is not necessarily limited to those 
questions set forth in the reexamination order. See 37 C.F.R. § 
1.104(a) (“The examination shall be complete with respect both to 
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compliance of the application or patent under reexamination with 
the applicable statutes and rules and to the patentability of the 
invention as claimed .. . ”). 


11. The Commissioner may conduct a search for new art prior to 
determining whether a substantial new question of patentability 
exists prior to terminating any ongoing reexamination proceeding. 
See 35 U.S.C.§ 303. See also 35 U.S.C. § 305 (indicating that 
“reexamination will be conducted according to the procedures 
established for initial examination,” thereby suggesting that the 
Commissioner may conduct a search during an ongoing reexami- 
nation proceeding). 


12. See 37 C.FR. § 1.104(c)(3). 


i3. The file history of the prior PTO proceeding should indicate 
which portion of the textbook was previously considered. See 37 
C.F.R. § 1.98(a)(2)(ii) (an information disclosure statement must 
include a copy of each “publication or that portion which caused 
it to be listed”) (emphasis added). 


14. However, a reexamination request that merely provides a new 
interpretation of a reference already previously relied upon or 
actually discussed by the PTO does not create a substantial new 
question of patentability. 


15. For example, the examiner may not have believed that the 
reference qualified as prior art because: (i) the reference was 
undated or was believed to have a bad date; (ii) the applicant 
submitted a declaration believed to be sufficient to antedate the 
reference under 37 C.F.R. § 1.131: or (iii) the examiner attributed 
an incorrect filing date to the claimed invention. 


16. For example, the request could: (i) verify the date of the 
reference; (ii) undermine the sufficiency of the declaration filed 
under 37 C.F.R. § 1.131; or (iii) explain the correct filing date 
accorded a claim 


17. For purposes of reexamination, a cumulative reference that is 
repetitive is one that substantially reiterates verbatim the teachings 
of a reference that was either previously relied upon or discussed 
in a prior PTO proceeding even though the title or the citation of 
the reference may be different. 
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Change in Policy of Examiner Assignment in 
Ex Parte Reexamination Proceedings and 
Establishment of Patentability Review 
Conferences in Ex Parte Reexamination Proceedings 


(96) 


Effective immediately, the United States Patent and Trademark 
Office (USPTO) is implementing the following two changes in ex 
parte reexamination practice: 


I. Examiner Assignment Policy: It wil! be the general policy of 
the USPTO to assign ex parte requests for reexamination of a 
patent to an examiner different from the examiner(s) who exam- 
ined the patent application. 


II. Patentability Review Conference: A “patentability review 
conference” will be convened in each ex parte reexamination 
proceeding (1) just prior to issuing a final rejection, and (2) just 
prior to issuing a Notice of Intent to Issue Reexamination 
Certificate (NIRC). 


These changes in the policy of examiner assignment and the 
introduction of the patentability review conference are directed 
specifically to ex parte reexamination practice, including an ex 
parte reexamination proceeding merged with a reissue application. 
They do not apply to proceedings under the newly enacted inter 
partes reexamination statute nor to merged ex parte-inter partes 
reexamination proceedings. Similar policies are, however, being 
considered for proceedings under the recently enacted inter partes 
reexamination statute, including merged ex parte-inter partes 
reexamination proceedings. See Notice of proposed rulemaking, 
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Rules to Implement Optional Inter Partes Reexamination Proceed- 
ings, 65 Fed. Reg. 18154, 18157-58 (2000), 1234 OG 93, 96 
(2000), Response to Issue 4. Specific guidance as to policies, 
practices and procedures as they will apply to inter partes 
reexamination proceedings will be forthcoming in a separate O.G. 
Notice to be published in conjunction with the final rules on inter 
partes reexamination. 


I. Examiner Assignment Policy in 
Ex Parte Reexamination Proceedings 


A. Background 


After a request for ex parte reexamination is received by the 
USPTO, the reexamination request is forwarded to the appropriate 
Technology Center (TC) and then to the TC Art Unit in which the 
reexamination proceeding is to be examined. Normally, the Art 
Unit that currently examines the class and subclass in which the 
patent to be reexamined is currently classified will conduct the 
reexamination. The reexamination request is then assigned by the 
Supervisory Patent Examiner (SPE) of the Art Unit to an examiner 
familiar with the claimed subject matter of the patent. That 
examiner will be referred to as the “examiner in charge” of the 
reexamination. 


Historically, the examiner chosen by the SPE has generally been 
the original examiner who examined the patent for which reex- 
amination is requested. When the original examiner has been 
available, he or she has been presumed to be the examiner most 
familiar with the technology and prosecution history of the patent. 
Statistics compiled by the USPTO do not support the existence of 
any significant difference in the rate of reaffirming the patentability 
of claims, whether the cases are assigned to the original examiner 
or to a different examiner. The public, however, has voiced 
complaints that a perception of “original examiner bias” exists. 


B. Implementation of New Examiner Assignment Policy in Ex 
Parte Reexamination 


In view of the public perception of “original examiner bias,” the 
USPTO is changing its practice for assigning ex parte reexamina- 
tion requests to an examiner. Henceforth, the general policy of the 
USPTO will be to assign all such ex parte requests, which are filed 
after the date of this notice, to an examiner different from the 
examiner(s) who examined the patent application. 


Exceptions to this general policy include cases where the SPE is 
the only Primary Examiner in the Art Unit, or where the original 
examiner is the only examiner with adequate knowledge of the 
relevant technology. In the unusual case where there is a need to 
assign the request to the original examiner, the assignment must be 
approved by the TC Group Director and so indicatedin the decision 
on the request for reexamination order. 


C. Consequences of Inadvertent Assignment to an “Original 
Examiner” 


Should a reexamination be inadvertently assigned to an “original 
examiner,” the patent owner or the third party requester who 
objects must promptly file a paper alerting the USPTO to this 
fact.Any request challenging the assignment of an examiner to the 
case must be made within two months of the first Office action or 
other Office communication indicating the examiner assignment, 
or reassignment will not be considered. Reassignment of the 
reexamination to a different examiner will be addressed on a 
case-by-case basis. In no event will the assignment to the original 
examiner, by itself, be grounds for vacating any Office decision(s) 
or action(s) and “restarting” the reexamination. 


Il. Patentability Review Conferences in 
Ex Parte Reexamination Proceedings 


A. Background 


Currently, reexaminations are monitored by Special Program 
Examiners in each Technology Center. Prior to the issuance of the 
reexamination certificate, all reexamination proceedings are 
screened for obvious errors and to ensure that the record has been 
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prepared properly. This screening is currently performed in the 
Office of Patent Legal Administration. In addition, the Office of 
Patent Quality Review conducts a patentability review in a sample 
of reexamination proceedings. 


Reexaminations often involve patents in litigation, and the out- 
come for the patent owner and for the patent challenger can be 
dispositive. The USPTO and the public share the concern that the 
reexaminations should be conducted at the highest possible level 
of quality. Accordingly, the USPTO will conduct “patentability 
review conferences” to enhance the quality of ex parte reexami- 
nation proceedings. The patentability review conferences will 
provide substantive review of all the issues before the examiner, 
thereby enhancing objective analysis and quality in the ex parte 
reexamination proceeding. 


B. Implementation of Patentability Review Conference in Ex Parte 
Reexamination: 


Effective immediately, a “patentability review conference” will be 
convened in each pending ex parte reexamination proceeding (1) 
just prior to issuing a final rejection, and (2) just prior to issuing a 
Notice of Intent to Issue a Reexamination Certificate (NIRC). 
These are the two most critical events in reexamination proceed- 
ings. Each conference will provide a forum to consider all issues 
of patentability as well as procedural issues having an impact on 
patentability. 


C. Make-up of the Patentability Review Conference 


The patentability review conference will consist of three members, 
one of whom may be the SPE. The first member will be the 
examiner in charge of the proceeding. The SPE will select the 
other two members, who will be examiner-conferees. The exam- 
iner-conferees will be Primary Examiners, or examiners who are 
knowledgeable in the technology of the invention claimed in the 
patent being reexamined, and/or who are experienced in reexami- 
nation practice. The majority of those present at the conference will 
be examiners who were not involved in the examination or 
issuance of the patent. An “original” examiner should be chosen as 
a conferee only if that examiner is the most knowledgeable in the 
art, or there is some other specific and justifiable reason to choose 
an original examiner as a participant in the conference. 


The patentability review conference will be similar to the appeal 
conference presently carried out prior to the issuance of an 
examiner’s answer following the filing of a Notice of Appeal and 
Brief. See MPEP 1208. A patentability review conference must be 
held in each instance where a final rejection is about to be issued 
in a reexamination proceeding. A patentability review conference 
must be held in each instance where an NIRC is about to be issued, 
unless the NIRC is being issued: (1) following and consistent with 
a decision by the Board of Patent Appeals and Interferences on the 
merits of the proceeding, or (2) as a consequence of the patent 
owner’s failure to respond or take other action where such a 
response or action is necessary to maintain pendency of the 
proceeding and, as a result of which failure to respond, all of the 
claims will be canceled. When the patentability review conference 
results in the issuance of a final rejection or an NIRC, the two 
conferees will place their initials, followed by the word “con- 
feree,” below the signature of the examiner. The signature of the 
examiner and initials of the conferees on the resulting Office action 
will reflect that the patentability review conference has been 
conducted. 


D. Consequences of Failure to Hold Conference 


Should the examiner issue a final rejection or NIRC without 
holding a patentability review conference, the patent owner or the 
third party requester who wishes to object must promptly file a 
paper alerting the USPTO of this fact. Any challenge of the failure 
to hold a patentability review conference must be made within two 
months of the Office action, or the challenge will not be consid- 
ered. Convening the conference to reconsider the examiner’s 
decision will be addressed on a case-by-case basis. In no event will 
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the failure to hold a review conference, by itself, be grounds for 
vacating any Office decision(s) or action(s) and “restarting” the 
reexamination proceeding 


E. Discussion 


Review of the patentability of the claims by more than one 
Primary Examiner should diminish the perception that the patent 
owner can disproportionately influence the examiner in charge of 
the proceeding. The conference will also provide greater assurance 
that all matters will be addressed appropriately. All issues in the 
proceeding will be viewed from the perspectives of three exam- 
iners. What the examiner in charge of the proceeding might have 
missed, the other two conference members would likely detect. 
The conference will provide for a comprehensive discussion of, 
and finding for, each issue. The present initiative limits the use of 
the multiple examiner conference review to the two most critical 
points in the proceeding: (1) where the examiner decides whether 
to issue a final rejection of claims, and (2) where the examiner 
decides whether to issue an NIRC to confirm or allow claims. 
Thus, this initiative provides the advantage that the proceeding 
will be looked at by three “pairs of eyes” at the most important 
points in the reexamination, without expending an inordinate 
amount of resources and without unduly delaying the proceeding. 


Incorporation into the Manual of Patent Examining Procedure 
(MPEP): 


The “Examiner Assignment Policy” and “Patentability Review 
Conference” initiatives, as well as their particulars, will be 
incorporated into the MPEP in due course. 


Inquiries: 


Inquiries regarding this matter should be directed to Kenneth M. 
Schor, Senior Legal Advisor, Office of Patent Legal Administra- 
tion: 


By e-mail: kenneth.schor@uspto.gov 


By telephone: (703) 308-6710 


By FAX: (703) 872-9408, marked to the 
attention of Kenneth M. Schor 
By mail: United States Patent and Trademark Office 
Box Comments--Patents 
Commissioner for Patents 
Washington, D.C. 20231 
Attention: Kenneth M. Schor 
August 4, 2000 Q. TODD DICKINSON 
Under Secretary of Commerce for 
Intellectual Property and Director of the 
United States Patent and Trademark Office 
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DEPARTMENT OF COMMERCE 
U.S. Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 000308064-0064-01] 
RIN 0651-AB04 


Rules To Implement Optional 
Inter Partes Reexamination Proceedings 


AGENCY: U.S. Patent and Trademark Office, Commerce. 
ACTION: Notice of proposed rulemaking. 


SUMMARY: The U. S. Patent and Trademark Office (the Office) 
is proposing to amend its rules of practice in patent cases to 
provide revised procedures for the reexamination of patents and 
thereby implement certain provisions of “the American Inventors 
Protection Act of 1999.” “The American Inventors Protection Act 
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of 1999” included an amendment to the Patent Act to authorize the 
extension of reexamination proceedings via an optional inter 
partes reexamination procedure in addition to the present ex parte 
reexamination procedure as a means for improving the quality of 
United States patents. The Office intends, through this amendment 
of its rules, to provide patent owners and the public with guidance 
on the procedures that the Office will follow in conducting optional 
inter partes reexamination proceedings in addition to the present 
ex parte reexamination proceedings. 


“The American Inventors Protection Act of 1999” also made 
other miscellaneous changes to the Patent Act which relate to 
reexamination, and it is intended that this amendment of the 
Office’s rules will implement those changes relating to reexami- 
nation. 


DATES: Comment Deadline Date: To ensure consideration of 
written comments, they must be received at the Office no later than 
June 12, 2000. While comments may be submitted after this date, 
the Office cannot ensure that consideration will be given to such 
comments. No public hearing will be held. 


Public Inspection of Comments: Written comments will be 
available for public inspection on or about June 20, 2000. 


ADDRESSES: Those interested in submitting written comments 
should send their written comments to the attention of Kenneth M. 
Schor, Senior Legal Advisor, by electronic mail message over the 
Internet addressed to reexam.rulesuspto.gov and titled “Inter 
Partes Reexamination.” Written comments may also be submitted 
by mail addressed to U.S. Patent and Trademark Office, Box 
Comments--Patents, Commissioner for Patents, Washington, DC 
20231, marked to the attention of Kenneth M. Schor: or by 
facsimile transmission to (703) 872-9408, marked to the attention 
of Kenneth M. Schor. Although comments may be submitted by 
e-mail, mail, or facsimile, the Office prefers to receive comments 
via e-mail over the Internet. Where comments are submitted by 
mail, the Office would prefer that the comments be submitted on a 
DOS formatted 3 1/4 inch disk accompanied by a paper copy. 


Written comments will be available for public inspection at the 
Patent Examination Policy Law Office, Office of the Deputy 
Assistant Commissioner for Patent Policy and Projects, located at 
Crystal Plaza Four, Room 3C23 (receptionist), 2201 South Clark 
Place. Arlington, Virginia. In addition, written comments in 
electronic form may be made available via the Office’s World 
Wide Web site at http://www.uspto. gov. 


FOR FURTHER INFORMATION CONTACT: Kenneth M. 
Schor or Gerald A. Dost, Senior Legal Advisors. Kenneth M. 
Schor may be contacted (a) by telephone at (703) 305-1616; (b) by 
mail addressed to: U.S. Patent and Trademark Office, Box Coma- 
ments--Patents, Commissioner for Patents, Washington, DC 
20231, marked to the attention of Kenneth M. Schor; (c) by 
facsimile transmission to (703) 872-9408. marked to the attention 
of Kenneth M. Schor; or (d) by electronic mail message over the 
Internet addressed to reexam.rulesu@spto.gov and titled “/nter 
Partes Reexamination.” 


Gerald A. Dost may be contacted (a) by telephone at (703) 
305-1616; (b) by mail addressed to: U.S. Patent and Trademark 
Office, Box Comments--Patents, Commissioner for Patents, Wash- 
ington, DC 20231, marked to the attention of Gerald A. Dost; (c) 
by facsimile transmission to (703) 308-6916, marked to the 
attention of Gerald A. Dost; or (d) by electronic mail message over 
the Internet addressed to reexam.rules@uspto.gov and titled “/nter 
Partes Reexamination.” 


SUPPLEMENTARY INFORMATION: 
Background 


This proposed rulemaking sets forth distinct procedures directed 
toward determining and improving the quality and reliability of 
United States patents. The procedures provide for the optional 
inter partes reexamination procedures in addition to the present ex 
parte reexamination procedures for the reexamination of patents as 
provided for by the American Inventors Protection Act of 1999 as 
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part of the conference report (H. Rep. 106-479) on H.R. 3194, 
Consolidated Appropriations Act, Fiscal Year 2000. The text of the 
American Inventors Protection Act of 1999, is contained in Title 
IV of S. 1948, the Intellectual Property and Communications 
Omnibus Reform Act of 1999 (Pub. L. 106-113), the Act which is 
incorporated by reference in Division B of the conference report. 
The procedures also provide for implementation of other miscel- 
laneous changes to the reexamination of patents also provided for 
in Public Law 106-113. 


In 1995, the Office published proposed rules in anticipation of 
H.R. 1732, 104th Cong., Ist Sess. (1995), a predecessor for the 
present inter partes reexamination statute. H.R. 1732 did not, 
however, mature into a statute. H.R. 1732 resulted from sugges- 
tions and comments to the Administration by the public, bar 
groups, and the August 1992 Advisory Commission on Patent Law 
Reform suggesting more participation in the reexamination pro- 
ceeding by third-party requesters. In response to H.R. 1732, the 
Office issued a Notice of Proposed Rulemaking entitled “Rules of 
Practice in Patent Cases; Reexamination Proceedings,’ which 
Notice was published in the Federal Register at 60 FR 41035 
(August 11, 1995) and in the Official Gazette at 1177 Off. Gaz. Pat. 
Office 130 (August 22, 1995). Sixteen written comments were 
received in response to the August 1995 Notice of Proposed 
Rulemaking. A public hearing was held at 9:30 a.m. on September 
20, 1995. Eight individuals offered oral comments at the hearing. 
The sixteen written comments and a transcript of the hearing are 
available for public inspection in the Patent Examination Policy 
Law Office, Office of the Deputy Commissioner for Patent 
Examination Policy, located at Crystal Plaza Four, Room 3C23 
(receptionist), 2201 South Clark Place, Arlington, Virginia. The 
present proposed rulemaking addresses, and takes into consider- 
ation, the comments received in response to the 1995 proposed 
rules. 


Discussion of General Issues Involved 


This proposed rulemaking is in response to Public Law 106-113, 
the Act which resulted from suggestions and comments to the 
Administration by the public, bar groups, and the August 1992 
Advisory Commission on Patent Law Reform suggesting more 
Participation in the reexamination proceeding by third-party re- 
questers. Under the inter partes reexamination rules proposed 
herein, third-party requesters will have greater opportunity to 
participate in reexamination proceedings in keeping with the spirit 
and intent of the new law. At the same time, participation will be 
limited to minimize the costs and other effects of reexamination 
requests on patentees, especially individuals and small businesses. 


Ex parte reexamination proceedings filed under Chapter 30 of 
35 U.S.C. (both before and after the effective date, November 29, 
1999, of the new law) will continue to be governed by 37 CFR 
1.501-1.570. The proposed rules for optional inter partes reexami- 
nations under Chapter 31 of 35 U.S.C. have been numbered 37 
CFR 1.902-1.997. 


The effective date of the statute with respect to the optional inter 
partes reexamination proceedings as well as to the existing ex 
parte reexamination proceedings is complex. With the exception 
of the amendments to 35 U.S.C. 41(a)(7) directed to the revival of 
terminated ex parte and inter partes reexamination proceedings, 
the new statute and the conforming amendments to the present 
Statute take effect on the date of enactment, November 29, 1999. 
The changes, however, only apply to a reexamination of a patent 
that issues from an original application which was filed in the 
United States on or after November 29, 1999. Thus, for inter 
partes reexaminations, the effective date language (in section 4608 
of S. 1948) limits the applicability of the new inter partes 
reexamination Chapter 31 of 35 U.S.C., and that of the conforming 
amendments to 35 U.S.C. §§ 134, 141, 143 and 145, to any patent 
that issues from an original application filed in the United States 
on or after November 29, 1999, the effective date of Public Law 
106-113. For ex parte reexaminations filed under Chapter 30 of 35 
U.S.C., the conforming amendments to 35 U.S.C. §§ 134, 141, 143 
and 145, only apply to those ex parte reexamination proceedings 
filed under § 1.510 for patents that issue from an original 
application that is filed in the United States on or after November 
29, 1999. The conforming amendments to 35 U.S.C. §§ 134, 141, 
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143 and 145, correspondingly, will not apply to ex parte reexami- 
nation proceedings filed under 1.510 for patents that issue from an 
original application filed in the United States prior to November 
29, 1999. 


The conforming amendments also amend 35 U.S.C. 41(a)(7) to 
include the words “any reexamination proceeding’’ under the 
“unintentional’’ revival provisions of the statute for an uninten- 
tionally delayed response by the patent owner in any reexamina- 
tion proceeding. These words “any reexamination proceeding”’ 
clearly make this section applicable to both ex parte reexamina- 
tions and inter partes reexaminations. The effective date of the 
amendment to 35 U.S.C. 41(a)(7), however, is one year after the 
date of enactment of the Act, or November 29, 2000. See section 
4608 of S. 1948. Thus, as of November 29, 2000, any ex parte or 
inter partes reexamination filed before, on, or after November 29, 
2000, is subject to the “unintentional’’ revival provisions of the 
statute. 


Regarding the reexamination fee, 35 U.S.C. 41(d) requires the 
Director of the United States Patent and Trademark Office (the 
Director) to set the fee for the new optional inter partes reexami- 
nation at a level which will recover the estimated average cost of 
the reexamination proceeding to the Office. The estimated average 
cost is $8,800 for an inter partes reexamination proceeding. The 
difference in price between an ex parte reexamination ($2,520) and 
an inter partes reexamination ($8,800) takes into account that the 
Office will expend substantially more resources for examination, 
supervision, training, etc., where the third-party requester partici- 
pates in an inter partes reexamination proceeding, and for the 
additional processing steps that are expected during an inter partes 
reexamination proceeding. 

Considerations of the Comments Responding to the August 
1995 Notice of Proposed Rulemaking 
In 1995 the Office published proposed rules in anticipation of a 
bill to the present inter partes reexamination statute, 
which bill did not mature into a statute. The Office issued a notice 
of proposed rulemaking entitled “Rules of Practice in Patent 
Cases; Reexamination Proceedings,’’ which was published in the 
Federal Register at 60 FR 41035 (August 11, 1995) and in the 
Official Gazette at 1177 Off. Gaz. Pat. Office 121 (August 22, 
1995). Sixteen written comments were received in response to the 
August 1995 notice. Also, a public hearing was held on September 
20, 1995, during which eight individuals offered oral comments. 
The following 28 issues summarize the comments, and the Office 
response. 


Issue 1 


Eleven comments addressed the issue of the reexamination 
filing fees set in the August 11, 1995, Notice of Proposed 
Rulemaking. The fees set in 1995 were $4,500 for a request by a 
patent owner and $11,000 for a request by a third-party requester. 
The discussion below relates to the 1995 proposed fees. The 
current proposed $8,800 inter partes reexamination fee is the 
result of a reevaluation of the inter partes reexamination param- 
eters, and how inter partes reexamination will be conducted in 
view of the comments. 


A first comment questioned why the reexamination filing fees 
set in the August 11, 1995, Notice of Proposed Rulemaking were 
many times those for original and reissue applications. A second 
comment questioned the disparity between fees for the patent 
owner and the third-party requester, suggesting that more reason- 
able fees be set initially until actual costs become known, since 
higher fees will discourage reexaminations. Further, it was urged 
that the distinction in the fees was inappropriately being based 
upon the legal positions of the parties (upholding or striking down 
a patent). Even further, it was pointed out that the fee structure 
provides a possibility of a windfall of $15,500 should both a patent 
owner and a third-party requester file a request for reexamination. 
A third comment asserted that the disparity was greater than a 
factor of two, whereas the reason given was that it would entail 
twice the effort. A fourth comment supported the fees, suggesting 
that the fee of $11,000 will discourage inappropriate requests and 
the harassing of individual inventors and small businesses. A fifth 
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comment suggested that the cost of the reexamination proceedings 
be subsidized by fees collected from other services offered by the 
Office, that the fees should be apportioned in stages and charged as 
the reexamination progresses (e.g., higher fees for appeals), and 
that there should be legislation to permit small entity discounts for 
reexamination fees. A sixth comment also suggested that the fees 
should be apportioned and charged as the reexamination 
progresses. The sixth comment additionally suggested that if the 
higher fees are warranted, there should be a more thorough 
examination of all cited and searched prior art by an independent 
supervisory examiner or a board of three examiners. A seventh 
comment asserted that since no new search is required of the 
examiner in the reexamination proceeding, the time and effort 
expended in a reexamination do not warrant a fee that is 14 times 
that of a regular application, which is not consistent with Con- 
gressional intent to provide a low cost alternative to litigation, and 
in view of the alternative to prepare and file another patent 
application and where appropriate initiate a more costly interfer- 
ence proceeding. An eighth comment suggested that there should 
be a special reduced fee for reexamination requested within a short 
period (e.g., six months) following the issuance of a patent, since 
the reexamination could be assigned to an examiner already 
familiar with the case, which fee should be the same as a 
continuing application for patent owners and double for third-party 
requesters. The ninth and tenth comments were directed to the 
impact of the $11,000 fee on independent inventors and small 
companies. The ninth comment suggested that the fees favored 
large businesses. The tenth comment suggested that a fee waiver 
system similar to that for Freedom of Information Act (FOIA) 
requests be adopted. In contrast, the eleventh comment stated that 
the fee was not a pivotal issue with respect to third parties 
participating in reexaminations, rather the pivotal issue is the 
perception today (under current rules) that the reexamination 
proceeding is not a level playing field. Accordingly, the fee should 
not be subsidized. 


Response to Issue 1 


Initially, it is noted that the inter partes reexamination fee 
structure has been reevaluated by the Office. The estimated 
average cost is $8,800 for an inter partes reexamination. Accord- 
ingly, 1.20, as proposed in the present rule making, will require a 
filing fee of $8,800 for an inter partes reexamination under 
1.915(a). 


As to the first and seventh comments asserting the disparity 
between costs for a regular patent application and an inter partes 
reexamination, it is not appropriate to compare these figures. Fees 
for filing an application are set by statute under 35 U.S.C. § 41(a) 
and are not set at a cost recovery level. In fact, the statutory filing 
fee for an application is much lower than the average cost of the 
examination of the application. In contrast, the statutory patent 
maintenance fees set forth in 35 U.S.C. § 41(b) are a significant 
source of income to the Office for very little actual work, which 
are, in effect, an offset for the application filing fee. On the other 
hand, the reexamination fees under 35 U.S.C. § 41(d) must fully 
recover the cost of the reexamination. The submissions will be 
numerous in an inter partes reexamination proceeding, e.g., 
multiple responses and comments by the patent owner and 
third-party requester responsive to the Office and to each other. 
Further, these responses and comments are expected to be thor- 
ough and extensive which in turn must be analyzed by the 
examiner, requiring the expenditure of substantial time and re- 
sources. The additional examination hours, supervisory oversight, 
and other processing steps unique to inter partes reexamination 
have to be factored into the fees. The inter partes examination 
process is expected to require close policy oversight by legal 
advisors in the Patent Examination Policy Law Office, in addition 
to the extra resources needed to handle the anticipated increased 
number of submissions by the parties. The reexamination filing fee 
being set in the present rule package is $8,800 for filing a request 
for an inter partes reexamination under proposed § 1.913(a). This 
fee is considered to be appropriate based on the Office projections 
of the amount of work that will be required. 


As to the second and third comments, directed to the disparity 
between fees for the patent owner and the third-party requester, it 
is noted that the current statute retains the current ex parte 
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reexamination statute and provides an optional inter partes reex- 
amination. It is anticipated that the expense of an inter partes 
reexamination will be substantially more than the expense of an ex 
parte reexamination and, consequently, the fees reflect this. 
Generally speaking, during the examination of an ex parte reex- 
amination, the examiner applies the best art and normally limits 
the number of rejections made for a given claim to the best 
grounds. When responding to a third-party requester of an inter 
partes reexamination, the Office’s preparation of an Office action 
will include responding to all of the multiple alleged grounds for 
rejections put forward (proposed) by the third-party requester. All 
of the grounds proposed by the third- party requester must be 
addressed by the examiner, because any proposed ground of 
rejection not adopted is a decision favorable to patentability which 
is subject to appeal by the third-party requester to the Board of 
Patent Appeals and Interferences. Thus, the extra effort needed for 
an inter partes reexamination entails not merely responding to 
amendments and arguments of the patent owner, but the substan- 
tially higher burden of responding to the arguments of the 
third-party requester and the many multiple decisions as to why a 
particular rejection is or is not an appropriate one to make. As to 
the second comment in particular, the difference in the amount of 
the fees is based on these projected costs and not on the legal 
position of the parties. As to the fourth comment regarding the 
discouragement of inappropriate requests, the setting of the filing 
fees is strictly based on cost expectations and not for the purpose 
of discouraging inappropriate reexamination requests. 


Subsidizing of the cost of the reexamination proceedings (as 
suggested by the fifth comment and opposed by the eleventh 
comment) through increased costs to users of other services 
offered by the Office (as an alternative to pricing based on cost 
recovery) would naturally be viewed with disfavor by the users of 
other services. Also, the Office is not authorized to permit small 
entity reductions in reexamination filing fees. As to the suggestion 
regarding the apportionment of costs in stages as the proceeding 
evolves (e.g., higher fees at the appeal stage) (mentioned in the 
fifth and sixth comments), this is not practical since there would be 
no way to guarantee recovery of the total cost of reexamination. A 
third-party requester may decide to drop out of the reexamination 
and not pay the next required fee. The reexamination, however, 
would have to continue to resolve issues that had been raised. 
Moreover, appeal fees are set by statute under 35 U.S.C. § 41(a)(6) 
and are not part of the reexamination filing fee. As to the utilization 
of a team of examiners to facilitate a review by a panel prior to 
forwarding the reexamination to the Board of Patent Appeals and 
Interferences, it is anticipated that appeal conferences will be made 
mandatory so that all work of an examiner will be thoroughly 
reviewed prior to the filing of an examiner’s answer. Implemen- 
tation of such review is better set by Office policy rather than by 
rule making. 


As to the suggestion in the eighth comment that the fees be 
reduced for filing a request for reexamination within a short period 
(e.g., six months) following the issuance of a patent, reexamina- 
tions are generally based upon new prior art raising new issues so 
that the benefits (if any) of filing a reexamination within a short 
time after issuance of a patent would not warrant a reduction in 
fees. The ninth and tenth comments were directed to the impact the 
$11,000 fee required in the August 11, 1995, Notice of Proposed 
Rulemaking (for all reexaminations) will have on independent 
inventors and small companies. With respect to this, it should be 
noted that, as the statute has now been drafted and passed into law 
(Pub. L. 106-113), the filing of an ex parte reexamination is still 
available to a third-party requester, and the filing fee for such is 
$2,520. Thus, a less costly ex parte reexamination will be available 
to members of the public who may not be able to afford a full scale 
inter partes reexamination which has a currently proposed filing 
fee of $8,800. 


Issue 2 


Two comments in response to the August 11, 1995, Notice of 
Proposed Rulemaking suggested that the Office reconsider the 
refund provisions. One comment suggested that the 75% refund of 
the fee should be reduced, since third parties who file unjustified 
requests should not be rewarded by so great a refund. Another 
comment suggested that the difference between the fees for a 
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patent owner and a third-party requester varied by more than a 
factor of two and that it was difficult to rationalize why a refund of 
75% would be provided for both instead of charging a flat fee of 
$1500 if the Director decides not to institute a reexamination 
proceeding (since the amount of work done in both cases should 
not differ). 


Response to Issue 2 


The comments have been adopted. Section 1.26(c), as currently 
proposed, sets the amount of refund to provide for the retention of 
a uniform fee of $830, with the remainder of the filing fee being 
refunded, for all reexamination requests where the Director de- 
cides not to institute a reexamination proceeding. For the ex parte 
reexamination fee of $2,520, an amount of $1,690 will be returned, 
thus resulting in a retention of $830. For the inter partes 
reexamination fee of $8,800, an amount of $7,970 will be returned, 
again resulting in a retention of $830. The amount of $830 being 
retained by the Office is based on projected cost expectations and 
is not for the purposes of penalizing unwarranted requests, since it 
is neither desirable nor appropriate to penalize parties for whom 
requests for reexamination are denied. 


Issue 3 


One comment in response to the August 11, 1995, Notice of 
Proposed Rulemaking suggested that the third-party requester 
should be required to certify that the request for reexamination 
contains all information that the requester regards as materially 
adverse to the patentability of the patent. 


Response to Issue 3 


This suggestion has not been adopted since it is in the 
third-party requester’s best interests to submit all information that 
the requester regards as materially adverse to patentability with the 
request for reexamination in order to increase the possibility of the 
request for reexamination being granted. Moreover, proposed § 
1.948 of the present rule package now provides that prior art 
submissions by the third-party requester filed after the inter partes 
reexamination order shall be limited to: (1) Any prior art which is 
necessary to rebut a finding of fact by the examiner or a response 
of the patent owner; or (2) any prior art which became known or 
available to the third-party requester after the filing of the inter 
partes reexamination proceeding. This is additional incentive to 
submit all known (and available) material prior art with the 
request. 


Issue 4 


Four comments in response to the August 11, 1995, Notice of 
Proposed Rulemaking were directed to the selection of the 
examiner and/or number of examiners. A first comment opined that 
it was Office practice to assign the reexamination to the examiner 
who originally examined and issued the patent and not on the basis 
of the classification of the art. The comment further noted the 
assignment to the same examiner defeats the underlying purpose 
of reexamination and petitioning for a transfer to a different art unit 
based on the classification of the art can also be unsuccessful, 
despite the “Transfer Procedure’’ in MPEP Section 2237 for those 
times when a reexamination request should be assigned to a 
different group art unit. The comment suggested that if a third- 
party requester requests a reexamination, it should be conducted 
by a different examiner, and further, if appropriate, assigned to a 
different art unit. A second comment noted that § 1.931(b) of the 
August 11, 1995, Notice of Proposed Rulemaking provides the 
only limitation placed on the selection of the examiner, namely 
that an examiner whose decision refusing reexamination has been 
reversed will not ordinarily conduct the reexamination. The 
comment suggested reevaluating the practice of assigning the 
same examiner who prosecuted the application which issued as a 
patent to conduct the reexamination, since many practitioners feel 
that the original examiner may have a bias against fully consider- 
ing prior art during a reexamination proceeding. A third comment 
stated that since an inter partes reexamination proceeding is more 
complicated to manage than an ex parte reexamination proceeding, 
the inter partes reexamination proceeding is likely to require a 
higher degree of technical and legal competence in making a 
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determination of patentability than is normally required in an ex 
parte reexamination proceeding. An examiner in an inter partes 
reexamination proceeding will be required to weigh and assess the 
credibility of often conflicting arguments, theories of operation, 
and evidence when making a determination of patentability. 
Although statistics appear to indicate that there is no inherent bias 
in the conduct of a reexamination proceeding when the proceeding 
is assigned to the same examiner who issued the patent, many 
perceive a bias (in favor of the patent owner) when the reexami- 
nation proceeding is assigned to the same examiner. The comment 
advocated assigning the reexamination proceeding to the best 
qualified examiner available, given the technical, legal, and 
procedural complexities that are likely to arise in the reexamina- 
tion proceeding. The comment also suggested the formation of a 
separate unit of examiners to handle the new reexamination 
proceedings, or at least those which involve a third-party requester. 
The fourth comment suggested that the number of examiners be 
increased from one to three, including a supervisory primary 
examiner and a Group Director, in order to increase the probability 
of a “correct’’ decision and develop a higher degree of confidence 
in the reexamination process, and avoid situations where a 
third-party requester feels the examiner did not understand the 
prior art, the interview, or the declarations, etc. The comment 
suggested that the small increase in Office costs, and fees to be 
charged to participants, will probably be offset by having fewer 
appeals (and law suits) filed (which is of benefit to the public), and 
will still be a cost-effective means of resolving patent disputes, as 
compared to litigation. The fifth comment suggested that more 
than one examiner be responsible for issuing the Right of Appeal 
Notice, similar to the European Patent Office. Modification of the 
proposed rules to allow a decision from a panel of three capable 
examiners, would result in a higher degree of quality in the 
reexamination process and less ancillary issues later being raised 
(such as examiner bias or an examiner's lack of understanding of 
the relevant art or law). The comment suggested that the panel 
could include, for example, a legal specialist within the Examining 
Group, the original examiner of the application, and a primary 
examiner having knowledge of the relevant technical field and the 
record would reflect when a panel member concurs or dissents. 


Response to Issue 4 


As to the selection of the examiner, studies conducted by the 
Office have not discovered any bias irrespective of whether the 
same or a different examiner handles the reexamination. The same 
examiner should not be biased toward confirming patentability, 
because a reexamination is not a rehash of old issues, but rather, a 
new question of patentability. In spite of the above, the Office is, 
for the most part, adopting the comment suggesting assignment of 
the reexamination to an examiner other than the one who origi- 
nally examined and issued the patent. The comment is being 
adopted in order to eliminate public perception of bias by the 
original examiner who handled the patent. The comment will be 
implemented as a matter of policy, rather than by rule change. The 
MPEP will be revised to set policy that unless a Group Director 
needs to make an exception, a reexamination will not be assigned 
to a Supervisory Patent Examiner, a primary examiner, or a junior 
examiner who was actually involved (by preparing/signing an 
action on the merits) in the examination and issuance of the patent 
undergoing reexamination. 


As to the Office personnel to be involved in the reexamination 
proceedings, the Office is considering the creation of a special 
group/ unit having legal advisors trained in inter partes reexami- 
nation procedures to oversee the examination of the inter partes 
reexamination by the patent examiner in the examining group. For 
technical expertise, an examiner selected from the groups will be 
assigned the reexamination. The advantage of such a special 
group/unit is that it will include the examiner most familiar with 
the technology to make the patentability decisions and legal 
advisors to provide uniformity of the reexamination practice and 
procedure. 


As to the comment suggesting that the number of examiners 
handling a reexamination proceeding be increased from one to 
three, the following is to be noted. In order to provide a thorough 
review by a team of examiners, a practice is being considered to 
hold a panel review just prior to the decision on the request for 
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reexamination (order/denial) is issued and at the close of prosecu- 
tion (i.e., just prior to “allowance’’ of the reexamination or just 
prior to issuing a right of appeal notice and final rejection). The 
panel review will be similar to the appeal conference review done 
in an application on appeal. It should further be noted that appeal 
conferences are already mandatory before a reexamination leaves 
the examiner for a decision by the Board of Patent Appeals and 
Interferences. If adopted, this will be implemented as a matter of 
policy, rather than by rule change. 


Issue 5 


One comment responding to the August 11, 1995, Notice of 
Proposed Rulemaking suggested that the content of the “prior art’’ 
made available for review by the Office should also include inter 
partes sworn testimony of the inventor(s) and others associated 
with the implementation of the invention and any patent work 
thereon covering their knowledge of the known prior art, related 
industry practices, and the like, which evidence may also impeach 
the inventor(s) and others in the sense of withholding known prior 
art from the Office. 


Response to Issue 5 


The Advisory Commission on Patent Law Reform: A Report to 
the Secretary of Commerce, August 1992, at page 117, recom- 
mended limitations on the scope of documentary prior art evidence 
and cautioned against reliance on testimonial evidence in light of 
the abuses of the process which occurred in the reissue protest 
proceedings under the Dann Amendments. The Commission found 
the Office to be an inappropriate forum for addressing all issues of 
validity. Affidavits or declarations which merely explain the 
contents or pertinent dates of prior patents or printed publications 
in more detail may be considered during reexamination, but any 
rejection must be in accordance with proposed § 1.906(a) (Scope 
of reexamination in reexamination proceeding). Proposed § 
1.906(a) limits the scope of reexamination in that claims in an inter 
partes reexamination proceeding will be examined on the basis of 
patents or printed publications and, with respect to subject matter 
added or deleted in the reexamination proceeding, on the basis of 
the requirements of 35 U.S.C. 112 


Issue 6 


One comment in response to the August 11, 1995, Notice of 
Proposed Rulemaking suggested that when an examiner allows a 
claim, the decision of the examiner should be supported by a 
well-reasoned opinion establishing the examiner’s reasons for 
allowance. The comment stated that although 1.109 provides that 
the examiner “may set forth such reasoning’ for the allowance, 
this is rarely done and often with only a brief note. It was pointed 
out that well-reasoned opinions are critically important in inter 
partes reexamination procedure to third- party requesters (or 
patent owners) who are actively participating and who need the 
reasons for allowance (or for final rejection) in deciding whether to 
appeal. 


Response to Issue 6 


Office policy will direct the examiner to make a complete record 
of the reasons for allowing or rejecting a claim at various stages 
during the proceeding. Note further that, according to currently 
proposed § 1.953 (Examiner’s Right of Appeal Notice), the Right 
of Appeal Notice is required to include “an identification of the 
status of each claim, and the reasons for patentability and/or the 
grounds of rejection for each claim.’’ Thus, the examiner’s reasons 
for patentability and/or the grounds of rejection will be available in 
inter partes reexamination procedure to the third-party requesters 
(and patent owners) who are actively participating and who need 
the reasons for allowance (or the grounds for final rejection) in 
deciding whether to appeal. 


Issue 7 


One comment in responding to the August 11, 1995, Notice of 
Proposed Rulemaking questioned whether in view of the new fee 
structure, the examiner will be required to do a new search of the 
prior art. 
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Response to Issue 7 


The Office has chosen to rely upon the examiner’s judgment and 
expertise in determining how much searching should be done in 
the reexamination proceeding. If the examiner believes that 
additional prior art patents and publications can be readily ob- 
tained by searching to supply any deficiencies in the prior art cited 
in a request, the examiner has the option of performing an 
additional search. The examiner is not required to, and will not 
routinely, make a full search. 


Comments Directed to Specific Rules 


Issue 8 


One comment stated the belief that § 1.901 of the August 11, 
1995, Notice of Proposed Rulemaking (which relates to the 
submission of prior art) places an unnecessary burden on a person 
to cite art to be placed in the file of an issued patent. A patentee 
who obtains prior art as a result of a foreign search report or by a 
competitor may believe it to be irrelevant and should be encour- 
aged to file it without any statement that the art is pertinent, since 
it may turn out to be relevant when combined with other unknown 
prior art. 


Response to Issue 8 


Current 1.501 is being retained, and thus there is no need for 
proposed § 1.901 of the August 11, 1995, Notice of Proposed 
Rulemaking which was to track and replace § 1.501. Section 1.501 
provides a system for citation of patents and printed publications 
to the Office for placement in the patent file by any person during 
the period of enforceability of the patent in accordance with 35 
U.S.C. § 301. Section 1.501 requires the citation to state the 
pertinency and applicability of the cited documents to the patent 
and the bearing the documents have on the patentability of at least 
one claim of the patent pursuant to the same statutory requirement 
set forth in 35 U.S.C. § 301. 


Issue 9 


Two comments suggested clarification of the language of the 
third-party estoppel provisions proscribed by § 1.907 and § 1.909 
of the August 11, 1995, Notice of Proposed Rulemaking, specifi- 
cally the language “could have raised’’ used in both rules. One 
comment recommended that the third-party requester have the 
same obligation to raise issues known to him as the patent owner 
has. Another comment opined that the phrase “or could have raised 
during the prior reexamination proceeding”’ could be construed 
broadly, so as to stop a third-party requester from challenging the 
invalidity of a claim based on prior art which was in the possession 
of the third-party requester at the time of a prior-reexamination 
proceeding, but which was not discovered at that time. Thus, 
depending on how the expression “could have’’ is interpreted, this 
could place a substantial burden on a large corporation. It was also 
suggested that the duty of individuals to disclose information 
known to them to be material to patentability is another difficult 
provision, particularly the phrase “and every other individual who 
is substantively involved on behalf of the patent owner in a 
reexamination proceeding.” 


Response to Issue 9 


35 U.S.C. §315(c) and § 317(b) of the Act use the phraseology 
“could have raised’’ with respect to issues of the third-party. The 
Office, as the sole agency that administers the patent statute, 
properly interprets statutory language in the first instance, subject 
to review by the courts. The question of whether an issue could 
have been raised must be decided on a case-by-case basis, 
evaluating all the facts and circumstances of each individual 
situation. It would not be appropriate at this time to provide an “all 
encompassing’’ definition, that might not account for facts which 
could arise in the future which cannot be anticipated. As to the 
duty of disclosure, proposed § 1.933 is substantially unchanged 
from existing § 1.555, which was formulated to balance the 
interests of the patent owner with the benefits to the public interest 
of the disclosure of material prior art. 
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Issue 10 


One comment suggested that § 1.915(b)(7) of the August 11, 
1995, Notice of Proposed Rulemaking be amended to specifically 
refer to reexaminations under the newly proposed regulations. As 
§ 1.915(b)(7) was drafted, the required certification that the person 
filing an additional reexamination during the pendency of an 
ongoing reexamination is not a privy of the patent owner or of the 
third-party requester of the ongoing reexamination would include 
an ongoing reexamination proceeding ordered under the old 
regulations. Since one of the purposes of the new reexamination 
legislation is to permit participation by a third-party requester, no 
useful or public purpose would be served by precluding a 
third-party requester from filing a request for reexamination under 
the new regulations where there was a pending reexamination 
initiated under the old regulations. 


Response to Issue 10 


The language of proposed § 1.915(b)(7) has been drafted to 
specifically refer to an inter partes reexamination; this should 
accurately track the statutory prohibition of a third-party requester 
of an ongoing (pending) inter partes reexamination from request- 
ing another inter partes reexamination. Note, however, that the 
current proposed rules do not preclude an ex parte third-party 
requester from filing an inter partes reexamination request. 


Issue 11 


Two comments responding to the August 11, 1995, Notice of 
Proposed Rulemaking were directed to the identification of the real 
party in interest. One comment suggested that as to the identifi- 
cation of the real party in interest, § 1.915(b)(10) of the August 11, 
1995, Notice needs to be clarified on the question of whether a 
third-party requester filing in the name of an attorney must be 
identified. A second comment suggested that the real party in 
interest should be identified at least by the time of filing of the 
notice of appeal to the Court of Appeals for the Federal Circuit. 


Response to Issue 11 


The real party in interest must be set out in the request. 35 
U.S.C. 311(b)(1) requires that the request “include the identity of 
the real party in interest.’’ Proposed § 1.915(b)(8) (previously § 
1.915(b)(10) in the 1995 rule package) tracks this provision of the 
statute and requires the requester to identify the real party in 
interest at the time of filing the request. If an attorney is filing a 
request for inter partes reexamination on behalf of another party, 
that other party must be identified. Thus, the third-party requester 
will be identified. As to the patent owner, proposed § 1.965(c)(1) 
requires the identification of the real party in interest at the time of 
the filing of the appellant brief, and proposed § 1.967(b)(1) 
requires the identification of the real party in interest at the filing 
of the respondent brief. Accordingly, the real parties in interest, for 
both the third-party requester and the patent owner, should be 
identified prior to an appeal to the Court of Appeals for the Federal 
Circuit by the patent owner (the current statute prohibits the 
third-party requester from appealing to the courts). 


Issue 12 


One comment responding to the August 11, 1995, Notice of 
Proposed Rulemaking was concerned that active third-party re- 
questers representing large businesses could mount a series of 
attacks through “fourth parties’’ and “tie up’’ the invention of a 
small inventor for years. 


Response to Issue 12 


The statute is structured to balance the interests of the patent 
owners (to reduce costs and prevent harassment) and the public 
interest in promoting the validity of patents. Proposed § 1.907 
tracks 35 U.S.C. § 317 and is intended to prevent repeated 
challenges to the patent by third parties and their privies. In 
accordance with 35 U.S.C. § 317(a), proposed § 1.907(a) prohibits 
the filing of a subsequent inter partes request for reexamination of 
the patent by the third-party requester or its privies until a 
reexamination certificate has been issued. In accordance with 35 
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U.S.C. § 317(b), § 1.907(c) provides that if a final decision in an 
inter partes reexamination proceeding instituted by a third-party 
requester is favorable to patentability of a claim, the third-party 
requester and its privies may not later request another inter partes 
reexamination of any such patent claim on the basis of issues 
which that party, or its privies, raised or could have raised in such 
inter partes reexamination proceeding. Moreover, proposed § 
1.915(b)(8) (previously § 1.915(b)(10) in the 1995 rule package) 
tracks 35 U.S.C. § 311(b)(1) and requires the requester to identify 
the real party in interest at the time of filing of the inter partes 
request. 


Issue 13 


One comment suggested that in regard to § 1.921 and § 1.945 of 
the August 11, 1995, Notice of Proposed Rulemaking, supplemen- 
tal responses and new prior art submissions should be permitted by 
the patent owner in order to substantiate certain points at issue 
(e.g., secondary considerations). It was further suggested that 
supplementation of responses be permitted. It was also suggested 
that submission of new publications by the third-party requester 
should be permitted in response to any amendment made by the 
patent owner which reduces the scope of the original claims. 


Response to Issue 13 


Proposed § 1.945 permits the patent owner to respond to any 
Office action, which response may include arguments and pro- 
posed amendments. There is no proscription regarding the submis- 
sion of evidence relating to secondary considerations. As to 
third-party requesters, proposed § 1.948 provides that prior art 
submissions by the third-party requester filed after the inter partes 
reexamination order shall be limited to: (1) Any prior art which is 
necessary to rebut a finding of fact by the examiner or a response 
of the patent owner; or (2) any prior art which became known or 
available to the third-party requester after the filing of the inter 
partes reexamination proceeding. Accordingly, submission of new 
publications by the third-party requester in response to an amend- 
ment made by the patent owner which reduces the scope of the 
original claims would be permitted as a rebuttal of a “response of 
the patent owner.”’ 


Issue 14 


One comment stated that as to § 1.927 of the August 11, 1995, 
Notice of Proposed Rulemaking, a determination by the Director 
refusing to initiate reexamination is final and nonappealable by a 
third-party. The rule should be amended to allow the third-party to 
appeal, since without an opportunity to appeal, a third-party’s 
interests would be seriously jeopardized. 


Response to Issue 14 


Proposed § 1.927 of the present rule package (petition to review 
denial of the request for reexamination) has been drafted to track 
35 U.S.C. § 312(c). Proposed § 1.927 provides that “[t}he 
third-party requester may seek review by a petition to the Director 
under § 1.181 within one month of the mailing date of the 
examiner’s determination refusing reexamination. Any such peti- 
tion must comply with § 1.181(b). If no petition is timely filed or 
if the decision on petition affirms that no substantial new question 
of patentability has been raised, the determination shall be final 
and nonappealable.’’ Thus, although the third-party requester does 
not have an appeal right, it may obtain a review of the decision of 
the examiner refusing reexamination by filing a petition. If the 
decision on the petition, however, affirms that no substantial new 
question of patentability has been raised, the determination is final 
and nonappealable, as is statutorily required by 35 U.S.C. § 312(c). 


Issue 15 


Two comments were directed to the length of briefs specified in 
§ 1.943 of the August 11, 1995, Notice of Proposed Rulemaking. 
One comment suggested that the length of briefs would be more 
meaningful if the size of the paper and the type font were specified. 
A second comment stated that the page limitation on briefs in § 
1.943 is too restrictive, especially for patent owners, since there is 
no limitation on the number of issues which a third-party can raise, 
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which may require a longer response from the patent owner. It was 
suggested that the rule should permit longer briefs upon a showing 
of good cause. 


Response to Issue 15 


As to the first comment, this comment is being adopted. Section 
§ 1.943, as proposed in the present rule package, has been drafted 
to set forth (by reference to § 1.530(d)(5)) the requirements for 
responses, amendments, briefs, appendices and other documents 
including the size of the paper, the minimum size of the type font 
(11-point), the line spacing and the margin requirements. 


As to the second comment, the 50-page limit for amendments 
proposed to be set in § 1.943 is considered to be sufficient to deal 
with the third-party requester’s comments. Note that the 50-page 
limit excludes reference materials such as prior art references. 
Where an extraordinary situation arises where justice requires the 
50-page limit to be exceeded, the patent owner may petition under 
§ 1.183 to suspend the page limit requirement of § 1.943. 


The page limit set in proposed § 1.943 of the present rule 
package for briefs is such that appellant briefs shall not exceed 30 
pages or 14,000 words in length (excluding appendices of claims 
and reference materials), and all other briefs by any party shall not 
exceed 15 pages or 7,000 words in length. These numbers of pages 
are in line with procedural rules of the Federal Courts; see for 
example Rule 32(a)(7)(A) of the Federal Rules of Appellate 
Procedure or Rule 33 of the Rules of the Supreme Court of the 
United States (Practice & Procedure). 


Issue 16 


Several comments were concerned with the time periods for 
response and extensions of time. Two comments suggested that the 
time periods for response for § 1.945 (patent owner) and § 1.947 
(third-party requester) of the August 11, 1995, Notice of Proposed 
Rulemaking should be a minimum of two months for each party. 
A third comment suggested only that the patent owner be given 
two months to respond. The first comment suggested that the first 
month extension should be available upon payment of a fee (as in 
regular patent applications), with further requests requiring justi- 
fication or cause. The second comment suggested that § 1.945 and 
§ 1.947 should be made consistent with each other (30 days versus 
one month) to alleviate any confusion by stating the number in 
months. The second comment further suggested that the extension 
of time procedure is unworkable since the Office could not act on 
the request for an extension of time (if filed within the one-month 
period of time) before the deadline for the response. Instead, the 
usual extension of time procedure used for regular patent applica- 
tions should be available. The fourth comment stated that the time 
periods for submitting a response, a written comment, an appeal 
brief, and a respondent brief and for appealing or cross-appealing 
( § 1.945, § 1.947, § 1.951, § 1.953, § 1.959, § 1.963, § 1.971, § 
1.973, § 1.979, § 1.983, and § 1.993) are too short, especially for 
residents outside of the United States (due to mailing delay). 


Response to Issue 16 


Proposed § 1.947 of the present rule package has been drafted to 
provide for a 30-day response period (from service of the patent 
owner’s response on the third-party requester) for third-party 
requester comments. This tracks the requirement of 35 U.S.C. § 
314 that third-party requester comments be filed “within 30 days 
after the date of service of the patent owner’s response.’’ Proposed 
§ 1.945 has been drafted to provide for an “at least 30 days”’ 
response period for the patent owner. This tracks the requirement 
of 35 U.S.C. 133 that the time for response to an Office action shall 
be “not less than 30 days.’’ A shortened statutory period of two 
months will generally be set for patent owner responses to Office 
actions on the merits; however, where litigation has been sus- 
pended pending a determination in the reexamination proceeding, 
or for a like reason, the period will be shortened to one month or 
30 days as is appropriate. 


The suggestion that § 1.945 and § 1.947 be made consistent with 
each other has been adopted to the extent that the currently 
proposed rules ( § 1.945 and § 1.947) recite both time periods in 
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terms of days rather than months. The period for the patent owner 
response to an Office action will not, however, be made 30 days to 
correspond to the third-party comment period mandated by statute. 
While the statute limits the third-party requester to 30 days to 
comment on patent owner responses, a longer period for the patent 
owner to respond is appropriate in view of the potential need for 
counsel to consult with the patent owner, consider amendments, 
etc. 


As to extensions of time, 35 U.S.C. § 305 provides that all 
reexamination proceedings will be conducted with special dispatch 
within the Office. Section § 1.956 provides that extensions of time 
will be available to the patent owner upon a showing of sufficient 
cause. Third-party requester’s 30-day time period for comments is 
statutory; thus, it cannot be extended. This is consistent with the 
recommendation (VII-B) of The Advisory Commission on Patent 
Law Reform: A Report to the Secretary of Commerce, August 
1992 to provide for the opportunity for the third-party requester to 
submit written comments “within strict time deadlines.”’ 


Issue 17 


One comment suggested that, as to § 1.949 of the August 11, 
1995, Notice of Proposed Rulemaking, a more flexible policy on 
closing prosecution be adopted in a reexamination proceeding than 
is currently applied by the Office in its final action practice. 
Specifically, this proposed section indicates that prosecution will 
not normally close if there is a new ground of rejection (not 
previously addressed by the patent owner) which was not neces- 
sitated by an amendment to the claims by the patent owner. There 
was particular concern in the comments about a situation where 
new prior art is relied on even if it was necessitated by an 
amendment to the claims. It was noted that the proposed practice 
may serve a useful purpose in the normal examination of patent 
applications, where an applicant always has the opportunity to file 
a continuing application to make any further amendments to the 
claims that may be desirable to address the new ground of 
rejection; however, in a reexamination proceeding, where the 
patent owner is precluded from having any right to amend the 
claims to address the new ground of rejection or to file another 
request for reexamination, the patent owner may be trapped with 
no effective way to address new prior art that has been introduced 
for the first time in the Office action that simultaneously closes the 
prosecution. It was urged that this could be fundamentally unfair to 
the patent owner. Where new prior art is asserted by the examiner, 
the patent owner should have the opportunity to amend the claims. 


Response to Issue 17 


By weighing and balancing the interests of the parties, it is 
believed the rule as proposed is fair and reasonable. A rule which 
would prohibit an Office action from closing prosecution following 
a new art rejection responsive to a patent owner amendment would 
conceivably be subject to abuse, since patent owners could 
purposely add an amendment in each response to thus necessitate 
a new art rejection and thereby preclude the closing of prosecution 
for an unlimited number of cycles. 


Issue 18 


Eight comments were directed to interviews (provided for in § 
1.955 of the August 11, 1995, Notice of Proposed Rulemaking). 
One comment suggested the need for a more accurate statement of 
why claims were found to be allowable as the result of an 
interview. A second comment suggested that the Office rules be 
modified to specifically require a means for more accurately 
recording what transpires at interviews, regardless of which party 
requests the interviews or whether all parties are present. The 
comment further stated that “recording’’ did not imply physical 
recording by electronic means or by a court reporter, but by a more 
thorough method of reporting by an examiner as to what transpired 
at the interview (which would be particularly effective with a 
multi-examiner review system). The comment indicated that the 
reporting of the “minutes’’ should be done to all parties, including 
a brief, non-binding, and informal opinion by the examiner on the 
resolution of the issues presented, so as to give all parties the 
opportunity to respond to the issues raised at the interview. A third 
comment suggested that the proposed rules should be modified to 
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achieve two objectives. The first objective would be to provide an 
opportunity to better communicate issues to examiners (particu- 
larly those issues which are difficult to express on paper and might 
be better demonstrated; e.g., by charts, tables, or physical demon- 
stration) of what is purported to be the main technical aspect of an 
invention, and how that technical aspect is or is not suggested by 
the prior art, either before or after the formal submission, so that 
they will have a better understanding of what the data represents. 
A second objective should be to provide a complete record for later 
review for a judge or an attorney who reviews the file history for 
a decision on patentability or infringement assessment. The 
proposed § 1.955 was stated to benefit the patent owner, who is the 
only party allowed to request an interview, thereby providing a 
tremendous advantage and, therefore, the rule should be modified 
to allow a third-party requester the opportunity to initiate an 
interview. The comment further criticized the lack of a specific 
requirement for recording what transpires at interviews, on the 
basis that an Examiner Interview Summary Record would be of 
little value in an inter partes reexamination proceeding, since the 
record is too abbreviated to be of any real value in subsequent 
proceedings and it is unlikely that much detail could be put into 
any interview record if more than one party, as well as a senior 
level official (whose presence would be required under the 
proposed rule) are all present and are relying upon an examiner to 
hurriedly write a summary of the interview. The comment sug- 
gested modification of § 1.955 to include an effective procedure 
for recording the details of what transpired at an interview. A 
fourth comment suggested that, in view of the criticality of the 
content of interviews in subsequent litigation, a mechanism should 
be made available for recording statements made at substantive 
interviews that occur during reexamination, whereby any party to 
a reexamination should be permitted to have a transcript of the 
substantive interviews made of record at their own expense. The 
comment further suggested that requesting parties would both 
supply the means for transcription and would bear the costs 
associated therewith. A fifth comment suggested that the third- 
party requester be allowed not only to participate but also initiate 
an interview, and that the third-party requester be provided, at a 
sufficient time prior to the interview, the particulars of the claim at 
issue at the interview, the objective of the interview, and the 
specific data to be used at the interview, so that the third-party 
requester would be able to take substantial part in the discussion at 
the interview. A sixth comment was in favor of the third-party 
requesters having the right to participate in interviews but opposed 
giving third parties the right to initiate them. The reason given was 
that the rules need to balance the right to encourage third parties to 
participate with the need to keep reexamination quick and inex- 
pensive. The comment further stated that in view of the expense, 
including the time required to review the transcript and the 
continuing attempts to make corrections and clarifications, a rule 
change to permit or require transcription of interviews is not 
recommended. Such a rule would make reexaminations more like 
court proceedings. A seventh comment suggested that § 1.955 
should be changed to permit the third-party requester to request an 
interview because the third-party requester, like the patent owner, 
may have experts and/or documentary evidence that is not suitable 
for written declarations. An eighth comment suggested that if 
interviews are to be recorded, consideration should be given as to 
whether participants would be under oath. 


Response to Issue 18 


The Office has reconsidered its initial position (taken in the 
August 11, 1995, Notice of Proposed Rulemaking) to permit 
owner-initiated interviews in which the patent owner and the 
third-party requester participate. The presence of a third-party 
requester will complicate the reexamination proceeding and delay 
it. There is no reason to further complicate and delay the 
proceeding with inter partes interviews, which past history has 
shown to be not only resource intensive, but unwieldy. Inter partes 
interviews are difficult to arrange, control, and conduct. There 
would be interaction between the patent owner’s representative 
and its experts, the third-party’s representative and its experts, the 
examiner, and the “senior level official’’ which would be difficult 
to regulate and control. It is difficult to record what happened, and 
cross-transcripts would result in delay and complications. In 
addition, the time to arrange and conduct the interview would 
greatly extend the inter partes proceeding time line, and this is 


OFFICIAL GAZETTE 


Fesruary 20, 2001 


clearly contrary to the “special dispatch’’ required by 35 U.S.C. § 
314(c) for the inter partes reexamination proceeding. As to the 
comments suggesting that the third-party should be permitted to 
initiate interviews, this would even further complicate the proceed- 
ing, adding undue cost to the parties and the Office and further 
delay to the proceeding. 


Accordingly, the Office has decided that the third-party re- 
quester of the inter partes reexamination should neither be 
permitted to initiate nor be permitted to participate in an interview 
which addresses the merits of the proceeding. If, however, the 
patent owner is permitted to initiate and participate in an interview 
which addresses the merits of the proceeding while the third-party 
requester is not, this will create an advantage to the patent owner 
which is contrary to the intent and purpose of the inter partes 
reexamination addition to the statute. Thus, to “level the playing 
field’’ in the Office, in accordance with the intent and purpose of 
the statute, the patent owner will neither be permitted to initiate 
nor be permitted to participate in an interview which addresses the 
merits of the proceeding. In other words, no interviews which 
address the merits of the proceeding will be permitted (or held) in 
an inter partes reexamination proceeding. This offers the addi- 
tional advantage of further shortening the proceeding, pursuant to 
the dictates of “special dispatch’’ in 35 U.S.C. § 314(c). Even 
further, this deals with the comments which argued that the content 
of the inter partes interview cannot be adequately captured 
without the use of expensive and complex transcripts. Anything 
stated or decided in the proceeding will be on the record, in 
writing. 


As to the comments regarding improving the record of what 
transpired at interviews, clarity of the record is a concern to the 
Office. Accordingly, in § 4.560(b) (Interviews in ex parte reex- 
amination proceedings), it is required for interviews in ex parte 
reexamination proceedings that “[i]n every instance of an inter- 
view with an examiner, a complete written statement of the reasons 
presented at the interview as warranting favorable action must be 
filed by the patent owner.’’ The written statement must be filed as 
a separate part of a response to an Office action outstanding at the 
time of the ex parte reexamination interview, or as a separate paper 
within one month from the date of the ex parte reexamination 
interview, whichever is later. Regarding inter partes reexamination 
proceedings, there will be no interviews at all which address the 
merits of the inter partes reexamination proceeding, as discussed 
in the previous paragraph, thus the comments regarding improving 
the record of what transpired at interviews are moot as to inter 
partes reexamination proceedings. 


With respect to the suggestion of prior notice of what issues will 
be discussed (the specific objective of the interview and the 
materials to be presented), patent owners requesting interviews in 
ex parte reexamination proceedings are in fact expected to submit 
such materials prior to the interview with ample time for review. 
As to whether participants at recorded interviews (which are only 
permitted in special circumstances in ex parte reexamination 
proceedings) should be under oath, this is believed to be unnec- 
essary in view of 18 U.S.C. § 1001, which provides “{w]hoever, in 
any matter within the jurisdiction of any department or agency of 
the United States knowingly and willfully falsifies, conceals or 
covers up by any trick, scheme, or device a material fact, or makes 
any false, fictitious or fraudulent statements or representations, or 
makes or uses any false writing or document knowing the same to 
contain any false, fictitious or fraudulent statement or entry, shall 
be fined not more than $10,000 or imprisoned not more than five 
years, or both.”’ 


Issue 19 


One comment stated that, as to § 1.959(a)(2) of the August 11, 
1995, Notice of Proposed Rulemaking, the introduction of a right 
to appeal by a third-party requester who is dissatisfied with an 
examiner’s favorable consideration of a claim is an important and 
beneficial aspect of the new reexamination proceedings. However, 
the apparent unqualified opportunity to file an appeal at this 
advanced stage in the proceedings raises a concern that the appeal 
procedure could be used to compromise the patent owner’s ability 
to address the reasons and the evidence that the third-party 
requester might use in its appeal and to add (perhaps intentionally) 
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considerable length to a proceeding that is to be conducted with 
special dispatch. The comment was concerned that the likelihood 
exists that the first time the patent owner will be made aware of the 
grounds of rejection to be relied upon by the third-party requester 
will be upon receiving the third-party’s appeal brief, adding 
complexity and length to the proceeding. In spite of this, the 
provisions in § 1.967(b) relating to the respondent brief apparently 
do not contemplate any opportunity for the patent owner to offer an 
amendment or material appropriate to the new ground of rejection, 
as is permitted when an examiner makes a new ground of rejection 
in the examiner’s answer (see proposed § 1.971(b)). The comment 
suggested that consideration must be given to setting appropriate 
limits on the grounds of rejection that the third-party requester can 
rely upon in its appeal; including consideration to requiring the 
third party requester who files a notice of appeal under proposed § 
1.959(a)(2) to identify in this notice the grounds of rejection that 
it will rely upon in its appeal. 


Response to Issue 19 


Third-party requester’s prior art submissions in an inter partes 
reexamination (after reexamination is ordered) are limited by the 
currently proposed § 1.948 to prior art: (1) Which is necessary to 
rebut a finding of fact by the examiner; (2) which is necessary to 
rebut a response of the patent owner; or (3) which became known 
or available to the third-party requester after the filing of the inter 
partes reexamination proceeding. Under § 1.947 (Response by 
third-party requester to patent owner’s response), the third-party 
requester’s comments shall be limited to issues raised by the action 
of the Office or the patent owner’s response. Accordingly, the 
third-party requester could not advance a new ground of rejection 
based upon new prior art at the appeal stage. Although the notice 
of appeal does not require specific identification of the issues, the 
appellant’s brief does. See currently proposed § 1.965(c)(6) 
(appellant brief), § 1.967(b)(6) (respondent brief) and § 1.971 
(rebuttal brief), all of which specifically prohibit the third-party 
from introducing new grounds of rejection at each respective stage 
of the appeal. 


Issue 20 


One comment submitted in response to the August 11, 1995, 
Notice of Proposed Rulemaking suggested that the enforcement 
role of the Office should be such that the examiner is obligated to 
issue an examiner’s answer in every reexamination proceeding. 
The comment noted that present (1995) rules provide that an 
examiner may issue an examiner’s answer. It was urged that when 
the Office decides that an invention is unpatentable, it is incumbent 
that the Office not rely upon the third-party requester exclusively, 
and therefore, examiner’s answers should be mandatory. 


Response to Issue 20 


Although the currently proposed § 1.969(a) (and § 1.193(a)(1)) 
indicates that an examiner’s answer may be furnished, common 
practice is to furnish an examiner’s answer. This practice is 
implemented through procedures set forth in the MPEP. Moreover, 
the examiner cannot be obligated to issue an examiner’s answer in 
every instance, since, in rare instances, it will become necessary to 
reopen prosecution for consideration of a recently discovered new 
ground of rejection or reason for patentability. 


Issue 21 


One comment responding to the August 11, 1995, Notice of 
Proposed Rulemaking suggested that appellant should be given the 
opportunity to reply to both the opening brief of the respondent 
and the examiner’s answer, either by filing briefs in response to 
each, or by a single reply brief after the examiner’s answer. 


Response to Issue 21 


The second option of the comment has been adopted. The 
currently proposed § 1.971 (Rebuttal Brief) provides that, follow- 
ing the examiner’s answer, any appellant may once submit a 
rebuttal brief. The rebuttal brief of the patent owner may be 
directed to the examiner's answer and/or any respondent brief. The 
rebuttal brief of any third-party requester may be directed to the 
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examiner’s answer and/or the respondent brief of the patent owner. 
The rebuttal brief of a third-party requester may not be directed to 
the respondent brief of any other third-party requester. No new 
ground of rejection can be proposed by a third-party requester 
appellant. 


Issue 22 


One comment responsive to the August 11, 1995, Notice of 
Proposed Rulemaking suggested that because both the request for 
oral argument and the briefs replying to the examiner’s answer are 
due within one month, the parties will likely not be able to 
consider each other’s final written submissions before requesting 
oral argument and, therefore, the period for requesting an oral 
hearing be lengthened to 45 days, thus giving the parties 15 days 
to consider each other’s final written submissions. 


Response to Issue 22 


This comment has been adopted as follows. Section 1.973(b) 
(Oral Hearing) as proposed provides that the parties have two 
months after the date of the examiner’s answer to file a written 
request for oral hearing. 


Issue 23 


One comment suggested that proposed § 1.979(b) of the August 
11, 1995, Notice of Proposed Rulemaking provides an opportunity 
for each party to file a single request for rehearing (referred to as 
“request for reconsideration’’ in the comment) of the decision of 
the Board of Patent Appeals and Interferences. However, there is 
no apparent opportunity for the other party to provide comments 
on that request. The lack of this opportunity is not consistent with 
the general approach in the new reexamination process of provid- 
ing an opportunity for both parties to provide comments before 
any action is taken by the Office, and it was suggested once a 
request for rehearing has been filed by either or both parties, that 
the other party have a one-month period to offer comments on the 
request for rehearing. 


Response to Issue 23 


This comment has been adopted. The third-party requester, by 
virtue of the statute, has no opportunity to appeal the decision of 
the Board of Patent Appeals and Interferences to the U.S. Court of 
Appeals for the Federal Circuit. In addition, § 1.979(d), as 
presently proposed, permits the party requesting rehearing (in 
addition to stating “the points believed to have been misappre- 
hended or overlooked in rendering the decision’’) to also state “all 
other grounds upon which rehearing is sought.”’ It is only fair to 
give the third-party requester an opportunity to comment on newly 
provided “other grounds upon which rehearing is sought.’’ The 
patent owner should likewise be given the same opportunity to 
comment in order to create a level “playing field’’ in the Office. 
Accordingly, currently proposed § 1.979(b) has been drafted to 
give both the patent owner and the third-party requester a right to 
comment on each other’s request for rehearing of the decision of 
the Board of Patent Appeals and Interferences. 


Issue 24 


One comment suggested that § 1.985 of the August 11, 1995, 
Notice of Proposed Rulemaking, which permits any person to 
advise the Office about a concurrent proceeding involving the 
patent being reexamined, should be changed to require the patent 
owner to advise the Office (and therefore any third-party requester) 
of any concurrent proceeding involving the patent being reexam- 
ined. The comment also stated that similar mandatory require- 
ments are contained in § 1.660 relating to the conduct of an 
interference proceeding involving an application or a patent. 


Response to Issue 24 


The suggestion has been adopted. Currently proposed § 1.985(a) 
(Notification of prior or concurrent proceedings) is drafted to 
direct that in any inter partes reexamination proceeding, the patent 
owner shall call the attention of the Office to any prior or 
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concurrent proceedings in which the patent is or was involved such 
as interferences, reissue, reexaminations, or litigation and the 
results of such proceeding. 


Issue 25 


Regarding § 1.989 of the August 11, 1995, Notice of Proposed 
Rulemaking, one comment stated that the merger of multiple 
reexamination proceedings on unrelated issues by unrelated parties 
will result in undue complications of the proceedings, particularly 
during interviews and hearings. 


Response to Issue 25 


As pointed out above in the response to Comment 18, the Office 
has reconsidered its initial position (taken in the August 11, 1995, 
Notice of Proposed Rulemaking) and will not permit any interview 
which addresses the merits in an inter partes reexamination 
proceeding. Thus, the comment is moot as to complications caused 
by an inter partes interview. Although multiple parties can, to 
some degree, increase the complexity of the proceeding even in 
areas other than the interviews focused upon by the commenter, 
the general policy of the Office is that concurrent reexamination 
proceedings will not be conducted separately at the same time on 
the same patent. The reasons for this policy is to prevent 
inconsistent, and possibly conflicting, amendments from being 
introduced into the two proceedings on behalf of the patent owner. 
Normally the proceedings will be merged whenever it is desirable 
to do so in the interest of expediting the prosecution of all 
proceedings. 


Issue 26 


One comment responding to the August 11, 1995, Notice of 
Proposed Rulemaking suggested that it would be beneficial for the 
rules to provide specific procedures for consolidating multiple 
reexamination requests of the same patent, since the procedure is 
too complicated for the public to simply rely upon internal Office 
policy. 


Response to Issue 26 


Section § 1.989, as proposed in the present rule package, 
provides for the merging of multiple reexaminations. As to the 
details of the merger procedure, it is believed to be more 
appropriate to incorporate same in the MPEP, because it is less 
cumbersome and easier to revise the details via the MPEP as 
needed to react to input as the practice evolves, than it would be to 
revise the rules. Further, where it becomes known that an area of 
the merger procedure is not being understood by the public, it will 
be easier to add more explanation to the MPEP, than to make the 
rules more comprehensive. Accordingly, the MPEP will contain 
the detailed discussion of the merger procedure. 


Issue 27 


One comment stated that as to § 1.991 of the August 11, 1995, 
Notice of Proposed Rulemaking, a merged reissue/reexamination 
proceeding will be conducted according to provisions applicable to 
the reissue application except that the participation by a third-party 
requester shall be limited to issues within the scope of reexami- 
nation. Since a third-party requester has a right to inspect a reissue 
application and file a protest involving any issue considered in a 
reissue application, consideration should be given to permitting 
participation by a third-party requester in the full scope of issues 
addressed under the reissue statute. It was urged that the right of 
appeal and participation in the appeal process by the third-party 
requester should be limited to the scope permitted under the 
reexamination statute. The comment further questioned how the 
third-party requester will be notified of its right to appeal within 
the scope of the reexamination proceeding, since typically there 
would be no separate action closing prosecution and right to 
appeal in a reissue proceeding. 


Response to Issue 27 
When an inter partes reexamination proceeding is merged with 


a reissue application, the participation by the third-party requester 
shall be limited to issues within the scope of the inter partes 
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reexamination. This is consistent with the recommendations of 
The Advisory Commission on Patent Law Reform: A Report to the 
Secretary of Commerce, August 1992 at page 117, “that a full inter 
partes proceeding, even with certain restrictions, would lead to 
abuses of the process much as occurred in the reissue protests 
under the Dann amendments * * * [and] the USPTO is not an 
appropriate forum for an inter partes adversarial proceeding 
addressing all potential issues of validity.’’ 


As to how the third-party requester will be notified (in the 
merged proceeding) of its right to appeal within the scope of the 
reexamination proceeding, since there is no provision in the 
reissue rules for a separate action closing prosecution and right to 
appeal, currently proposed § 1.995 provides that when a third- 
party requester is involved in one or more proceedings including 
an inter partes reexamination proceeding, the merger of such 
proceedings will be accomplished so as to preserve a third-party 
requester’s right to participate to the extent specifically provided 
for in these regulations. Due to the complexity of the merged 
reissue/reexamination proceedings and the varying issues pre- 
sented as a result of the merger, the decision merging the reissue 
and reexamination proceedings will set forth the framework for 
various courses of action by the parties, including appeal notifi- 
cation and rights. 


Issue 28 


One comment asked what relationship will there be between the 
§ 1.993 request to stay an interference (of the August 11, 1995, 
Notice of Proposed Rulemaking) and the § 1.644(a) petition in 
interference, since the § 1.993 “request to stay an interference’ is 
really a form of a petition and should be covered or cross- 
referenced in § 1.644(a). 


Response to Issue 28 


The request to stay an interference under § 1.993 as currently 
proposed, and under present § 1.565(e) is not an exact fit under any 
of subsections (1)-(3) of § 1.644(a); thus, it provides an additional 
aspect of relief to the public. While subsection (2) of § 1.644(a) 
might appear to overlap the § 1.565(e) and § 1.993 request to stay 
an interference, § 1.644(b) states that “[a] petition under paragraph 
(a)(2) of this section shall not be filed prior to the party’s brief for 
final hearing (see § 1.656).’’ Just as petitions under § 1.644 are 
decided by the Chief Administrative Patent Judge of the Board of 
Patent Appeals and Interferences, a request to stay an interference 
under § 1.565(e) and § 1.993 will likewise be decided by the Chief 
Administrative Patent Judge of the Board of Patent Appeals and 
Interferences. The decision of Shaked v. Taniguchi, 21 USPQ2d 
1289 (Comm’r Pat. 1991) should be noted, where it was pointed 
out that neither the reexamination nor the interference will 
ordinarily be stayed in this situation. 


Discussion of the Major Specific Issues Involved (1999 Statute) 


The proposed rules relating to inter partes reexamination 
proceedings are directed to the provisions set forth in Chapter 31 
of Title 35 of the United States Code (35 U.S.C. §§ 311-318). This 
Chapter provides for the filing of requests for inter partes 
reexamination, decisions on such requests, inter partes reexami- 
nation, appeal from inter partes reexamination decisions, and the 
issuance of a certificate at the termination of the inter partes 
reexamination proceedings. 


Discussion of Specific Rules 


Section § 1.4 is proposed to be amended so that paragraph (a)(2) 
includes the inter partes reexamination under § 1.902-§ 1.997. 


Section § 1.6 is proposed to be amended so that paragraph (d)(5) 
includes filing a request for inter partes reexamination under § 
1.913 as an exception to the use of facsimile transmission. 


Section § 1.17 is proposed to be amended so that the title 
includes a reference to reexamination to clearly indicate that the 
enumerated fees may apply to reexaminations as well as to patent 
applications. Section § 1.17 is proposed to be amended so that 
paragraph (1) reflects the fact that in the case of reexaminations, 
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petitions for revival of a reexamination proceeding terminated for 
an unavoidable failure of the patent owner to respond will require 
the fees of $55 for a small entity and $110 for a large entity. Also, 
§ 1.17 is proposed to be amended so that paragraph (m) reflects the 
fact that in the case of reexaminations, petitions for revival of a 
reexamination proceeding terminated for an unintentional failure 
to respond will require the fees of $605 for a small entity and 
$1,210 for a large entity. Note, however, that the unintentional 
revival provisions of the statute are not effective in any reexami- 
nation until November 29, 2000. 


Section 1.20 is proposed to be amended so that paragraph (c) 
reflects the fact that a request for an ex parte reexamination under 
§ 1.510(a) will require a filing fee of $2,520; and that a request for 
an inter partes reexamination under § 1.915(a) will require a filing 
fee of $8,800. 


Section 1.25, which provides for charging fees to deposit 
accounts, is proposed to be amended so that paragraph (b) includes 
a reference to inter partes reexaminations under § 1.913. 


Section 1.26 is proposed to be amended so as to reflect the 
refund to the reexamination requester where the Director decides 
not to institute a reexamination proceeding. For ex parte reexami- 
nations filed under § 1.510, a refund of $1,690 will be made to the 
reexamination requester. For inter partes reexaminations filed 
under § 1.913, a refund of $7,970 will be made to the reexamina- 
tion requester. In both cases $830 of the filing fee will be retained, 
which amount reflects the cost of the reexamination proceeding 
through the denial of the reexamination request. 


Section § 1.112 is proposed to be amended so that the last 
sentence reflects the fact that in the case of inter partes reexami- 
nations, the right to reply may be limited by an action closing 
prosecution under § 1.949 (prior to the final action) or by a right 
of appeal notice under § 1.953 (which is a final action). 


Section § 1.113, which provides for a final rejection or action, is 
proposed to be amended to limit its applicability to applications 
and ex parte reexaminations filed under § 1.510. For final 
rejections or actions in an inter partes reexamination filed under § 
1.913, new § 1.953 will control. 


Section § 1.116 is proposed to be amended so that the title 
includes a reference to an action closing prosecution and a right of 
appeal notice in inter partes reexaminations. Paragraph (a), which 
provides for amendments after final action, is proposed to be 
amended to apply to amendments after an action closing prosecu- 
tion by patent owners in inter partes reexaminations filed under § 
1.913. Also § 1.116(a) is proposed to be amended to preclude 
amendments after the right of appeal notice under § 1.953 except 
as provided for in § 1.116(c). Paragraph (c), which provides for 
amendments after the decision on appeal, is proposed to be 
amended to provide for amendments after the decision on appeal 
in an inter partes reexamination. 


Section § 1.121(c), which provides for the manner of making 
amendments to the description and claims in reexamination 
proceedings, is proposed to be amended to specify that such 
amendments are made in accordance with § 1.530(d) in both ex 
parte reexaminations filed under § 1.510 and inter partes reex- 
aminations filed under § 1.913. 


Parts (a)(2) and (b) of § 1.136, which provide for filing of timely 
replies with petitions for extensions of time, are proposed to be 
amended to make it clear that § 1.956 is controlling for extensions 
of time in inter partes reexaminations. 


Section § 1.137, which provides for revival of abandoned 
applications or lapsed patents, is proposed to be amended to 
provide for revival of ex parte reexamination proceedings termi- 
nated under § 1.550(d), for revival of inter partes reexamination 
proceedings terminated under § 1.957(b), or for revival of rejected 
claims terminated under § 1.957(c) in an inter partes reexamina- 
tion proceeding where further prosecution has been limited to 
claims found allowable at the time of the failure to respond. The 
title is being amended to include a terminated reexamination 
proceeding. Paragraph (a) is being amended to include revival of 
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unavoidably terminated reexamination proceedings. The unavoid- 
able delay provisions of 35 U.S.C. 133 are imported into and are 
applicable to reexamination proceedings by 35 U.S.C. § 305 and 
314. See In re Katrapat, 6 USPQ2d 1863 (Comm’r Pats. 1988). 
Paragraph (b) is being amended to provide for revival of uninten- 
tionally terminated reexamination proceedings. The unintentional 
delay fee provisions of 35 U.S.C. § 41(a)(7) are imported into and 
are applicable to all reexamination proceedings by section 4605 of 
S. 1948. Note that these changes pertain to all reexaminations (i.e., 
both ex parte reexaminations filed under § 1.510 and inter partes 
reexaminations filed under § 1.913) and become effective on 
November 29, 2000 (one year after enactment of statute). Para- 
graph (d) is being amended to provide that extensions of time for 
requesting reconsideration of a decision dismissing or denying a 
petition requesting revival of a terminated reexamination proceed- 
ing under subsections (a) or (b) must be filed under § 1.550(c) for 
a terminated ex parte reexamination proceeding, or under § 1.956 
for a terminated inter partes reexamination proceeding. 


Section § 1.181, is proposed to be amended so that paragraphs (a) 
and (c) reflect the fact that such a petition may be filed in a 
reexamination proceeding. 


Section § 1.191, which provides for appeal to the Board of 
Patent Appeals and Interferences by the patent owner from any 
decision adverse to patentability, is proposed to be amended so as 
to be applicable to applications and ex parte reexaminations filed 
under § 1.510, but not to inter partes reexamination ings 
filed under § 1.913. Specifically, proposed § 1.191 would point out 
that appeals to the Board of Patent Appeals and Interferences in 
inter partes reexamination proceedings filed under § 1.913 are 
controlled by § 1.959 through § 1.981, and that § 1.191 through § 
1.198 are not applicable to appeals in inter partes reexamination 
proceedings filed under § 1.913. 


Section § 1.191 is further proposed to be amended to distinguish 
between ex parte reexamination proceedings filed under § 1.510 
for patents that issued from an original application filed in the 
United States prior to November 29, 1999 (where an appeal is 
permitted when claims have been twice or finally rejected), and ex 
parte reexamination proceedings filed for patents that issued from 
an original application filed in the United States on or after 
November 29, 1999 (where an appeal is only possible when claims 
have been finally rejected). This date distinction is necessitated by 
the conforming amendments to 35 U.S.C. § 134 in S. 1948 and the 
effective date of the changes to the statute which are keyed to the 
original filing date of the application which issued as the patent 
under reexamination. The effective date language in section 4608 
of S. 1948 limits the applicability of the new inter partes 
reexamination 31, and the conforming amendments to 35 
U.S.C. §§ 134, 141, 143 and 145, to a reexamination of any patent 
that issues from an original application which is filed in the United 
States on or after November 29, 1999. Thus, for ex parte 
reexaminations filed under Chapter 30, the conforming amend- 
ments to 35 U.S.C. §§ 134, 141, 143 and 145 only apply to those 
ex parte reexamination proceedings filed under § 1.510 for patents 
that issue from an original application which is filed in the United 
States on or after November 29, 1999. The conforming amend- 
ments will not apply to ex parte reexamination proceedings filed 
under § 1.510 for patents that have issued or will issue from an 
original application which was filed in the United States prior to 
November 29, 1999. 


Section 1.301, which provides for appeal by the patent owner in 
a reexamination proceeding to the U.S. Court of Appeals for the 
Federal Circuit, is proposed to be amended so as to be applicable 
to ex parte reexamination proceedings filed under § 1.510 and to 
indicate, for inter partes reexamination proceedings filed under § 
1.913, that § 1.983 is controlling. 


Parts (a) and (b) of section 1.303, which provide for remedy by 
civil action under 35 U.S.C. § 145 for the patent owner in a 
reexamination proceeding, are proposed to be amended so as to be 
applicable in reexamination only to ex parte reexaminations filed 
under § 1.510 for patents that issue from an original application 
which is filed in the United States prior to November 29, 1999. 
This date distinction is necessitated by the conforming amend- 
ments to 35 U.S.C. § 141 and the effective date of the statute which 
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is keyed to the original filing date of the application which issues 
as the patent under reexamination. See sections 4605 and 4608 of 
S. 1948. The effective date language limits the applicability of the 
new inter partes reexamination Chapter 31, and the conforming 
amendments to 35 U.S.C. § 141, to any patent that issues from an 
original application which is filed in the United States on or after 
November 29, 1999. Thus, for ex parte reexaminations filed under 
Chapter 30, the conforming amendments to 35 U.S.C. § 141, 
which limit the patent owner to an appeal only to the U.S. Court 
of Appeals for the Federal Circuit, only appiy to those ex parte 
reexamination proceedings filed under § 1.510 for patents that 
issue from an original application which is filed in the United 
States on or after November 29, 1999. The conforming amend- 
ments in section 4605 of S. 1948 will not apply to ex parte 
reexamination proceedings filed under § 1.510 for patents that 
issue from an original application which is filed in the United 
States prior to November 29, 1999. It is further proposed to amend 
1.303 by adding a new subsection (d) to clearly note that no 
remedy by civil action under 35 U.S.C. 145 is available to the 
patent owner for ex parte reexamination proceedings filed under § 
1.510 for patents that issue from an original application which is 
filed in the United States on or after November 29, 1999, and for 
any inter partes reexamination proceedings filed under § 1.913 


Section 1.304, which provides for the time for appeal by the 
patent owner in a reexamination proceeding to the U.S. Court of 
Appeals for the Federal Circuit, is proposed to be amended so as 
to be applicable to inter partes reexamination proceedings filed 
under § 1.913. 


The section heading (title) to Subpart D is proposed to be 
amended by inserting “Ex Parte’’ before Reexamination to provide 
that the reexamination rules in this part generally apply to ex parte 
reexamination proceedings. Since some of the rules also apply to 
inter partes reexamination, they are specifically incorporated into 
the inter partes reexamination rules, e.g., § 1.933 (patent owner 
duty of disclosure) incorporates § 1.555; and § 1.943 (manner of 
making amendments) incorporates § 1.530(d)(5). Unless specifi- 
cally stated otherwise, in this subpart the term “reply’” shall also 
mean “response.”’ 


The titles of § 1.501-§ 1.570 and the undesignated center 
headings for Subpart D are proposed to be amended by revising 
them to be limited to ex parte reexamination except as specifically 
stated otherwise (e.g., § 1.530, § 1.555 and § 1.565). 


Proposed section § 1.501, which provides for citations of prior 
art in patent files, sets forth the procedure that citations shall be 
entered in the patent file unless a reexamination proceeding is 
pending and reexamination has been ordered. In this situation, 
only citations by the patent owner under § 1.555 and by a 
third-party requester under either § 1.510 or § 1.535 will be 
entered during the pendency of the reexamination proceeding. 
Citations by other parties filed during the pendency of the 
reexamination proceeding will not be entered into the patent file or 
the reexamination file until the reexamination proceeding is 
concluded. The section is further amended to indicate that pro- 
cessing of prior art citations in patent files during an inter partes 
reexamination proceeding filed under § 1.913 is controlled by § 
1.902. 


Section § 1.510, which relates to the contents of the reexami- 
nation request, is proposed to be amended to limit the section to ex 
parte reexamination proceedings. In addition, § 1.510(b)(4) is 
proposed to be amended to delete the requirement of mounting the 
copy of the patent to be reexamined in single column format. 
Instead, a copy of the entire patent including the front face, 
drawings, and specification/claims (in double column format) for 
which reexamination is requested, and a copy of any disclaimer, 
certificate of correction, or reexamination certificate issued in the 
patent will be required. All copies must have each page plainly 
written on only one side of a sheet of paper. 


It is proposed to amend § 1.515, § 1.520, § 1.525, § 1.530, § 
1.535, and § 1.540 to recite the reexamination as “ex parte’’ 
reexamination where appropriate, to eliminate any potential for 
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confusion. Further, § 1.530(d) is proposed to be revised so that it 
applies to both ex parte reexamination and inter partes reexami- 
nation proceedings. 


Section § 1.550, which prevides for the conduct of the reex- 
amination proceeding, is proposed to be amended to limit the 
section to ex parte reexamination proceedings filed under § 1.510 
In addition, § 1.550(d) is proposed to be amended to clarify that 
the failure to file a written statement of an interview required under 
§ 1.560(b) shall be the basis for terminating a reexamination 
proceeding. Proposed § 1.550(e)(1) specifically provides for the 
revival of terminated ex parte reexamination proceedings under 
the unavoidable delay provisions of § 1.137(a). The unavoidable 
delay provisions of 35 U.S.C. 133 are imported into and are 
applicable to ex parte reexamination proceedings by 35 U.S.C. § 
305. Proposed § 1.550(e)(2) provides for the revival of terminated 
ex parte reexamination proceedings under the unintentional pro- 
visions of § 1.137(b). The unintentional delay fee provisions of 35 
U.S.C. § 41(a)(7) are imported into and are applicable to ex parte 
and inter partes reexamination proceedings by section 4605 of S. 
1948. Note, however, the unintentional delay fee provisions of 35 
U.S.C. 41(a)(7) only become effective in reexamination proceed- 
ings on November 29, 2000 (one year after enactment of statute) 


Section § 1.560, which provides for interviews in reexamination 
proceedings, is proposed to be amended to limit the section to ex 
parte reexamination proceedings filed under § 1.510. Note, how- 
ever, that there will be no interviews which address the issues of 
the proceedins permitted in inter partes reexamination proceed- 
ings under § 1.913. See § 1.955. 


In addition, § 1.560(b) is proposed to be amended to clarify that 
the patent owner must file a written statement of an interview after 
an interview is held. The written statement may be filed either as 
a separate paper or as a separate part of a response to an 
outstanding Office action, whichever is later. 


Section § 1.565, which provides for concurrent Office proceed- 
ings, is proposed to be amended to limit the section to ex parte 
reexamination proceedings filed under § 1.510. In addition, § 
1.565(e) is proposed to be amended to change “examiner-in- 
chief’ to “administrative patent judge” to reflect their current 
title. Also, the appropriate references for concurrent ex parte and 
inter partes reexamination situations have been added. Section § 
1.565(c) is proposed to be amended to make it clear that after 
prosecution has been terminated in a pending reexamination 
proceeding (e.g., by the issuance of a Notice of Intent to Issue a 
Reexamination Certificate) there is no right of merger of any 
subsequently filed reexamination request 


It is proposed to amend § 1.570 to recite the reexamination as 
“ex parte’’ reexamination where appropriate, to eliminate any 
potential for confusion. 


In the current rules, or portions of the rules, that are amended in 
this package, “Commissioner,’” has been revised to read “Direc- 
tor’’ in accordance with section 4732 of S. 1948. As to the rules, 
or portion of the rules, not being revised in this package, it is 
anticipated that the technical correction of “Commissioner” to 
“Director” will be effected in a future rule package directed to 
technical corrections that will be issued in due course. 


The proposed title to Subpart H provides that the reexamination 
rules in this part generally apply to inter partes reexamination 
proceedings. Some of the inter partes reexamination rules specifi- 
cally incorporate ex parte reexamination rules, e.g., § 1.943 
(manner of making amendments) incorporates § 1.530(d)(5), and § 
1.933 (patent owner duty of disclosure) incorporates § 1.555. 
Unless specifically stated otherwise. in this subpart the term 
“reply” shall also mean “response.” 


Proposed § 1.902 provides for the processing of prior art 
citations during an inter partes reexamination proceeding and is 
consistent with the provisions of § 1.501 which deals with prior art 
citations in patent files and in ex parte reexamination proceedings. 
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Proposed § 1.903 provides that the patent owner and the 
third-party requester shall be sent copies of all Office actions, and 
that the patent owner and the third-party requester must serve 
copies of all papers on all other parties in the inter partes 
reexamination proceeding or they may be refused consideration by 
the Office. This is analogous to the provisions of § 1.550(e). 


Proposed § 1.904 provides that the notices of filing of inter 
partes reexamination requests will be published in the Official 
Gazette under § 1.11(c) and that such a notice will be considered 
to be constructive notice to the patent owner. 


Proposed § 1.905 provides that, unless otherwise provided for, 
submission of papers by the public other than third-party request- 
ers in an inter partes reexamination proceeding will not be 
considered in the proceeding and will be treated in accordance 
with the requirements of a prior art submission under § 1.902. 
Submissions not in accordance with § 1.902 will be returned to the 
sender. 


Proposed § 1.906 covers the scope of reexamination in an inter 
partes reexamination proceeding. While it is not intended that the 
examiners will routinely complete a new search when conducting 
an inter partes reexamination, the examiners may conduct addi- 
tional searches and cite and apply additional prior patents and 
printed publications when they consider it appropriate and benefi- 
cial to do so. Paragraph (a) provides that the examination is only 
on the basis of patents or printed publications and on the basis of 
the requirements of 35 U.S.C. 112 with respect to subject matter 
added or deleted during the inter partes reexamination. Paragraph 
(b) provides that claims in a reexamination proceeding must not 
enlarge the scope of the claims of the patent and must not 
introduce new matter. Paragraph (c) provides that issues relating to 
matters other than those indicated in paragraphs (a) and (b) of this 
section (e.g., on sale, public use, duty of disclosure, etc.) will not 
be resolved in a reexamination proceeding, but will be noted by the 
examiner as being an open issue in the record. The examiner 
should only raise an issue under § 1.906(c) with caution after 
careful consideration, and should only raise the issue once. Patent 
owners could then file a reissue application if they wish such 
issues to be resolved. 


Proposed § 1.907 sets forth prohibitions on the filing of an inter 
partes reexamination request. The basis for this section is 35 
U.S.C. § 317. Under § 1.907(a), once an order for inter partes 
reexamination has been issued, neither the third-party requester, 
nor any of its privies, may file a subsequent request for an inter 
partes reexamination of the patent until an inter partes reexami- 
nation certificate is issued, unless authorized by the Director. 
Under subsection (b) once a final decision has been entered against 
a party in a civil action that the party has not sustained its burden 
of proving invalidity of any patent claim in suit, then that party, 
and its privies, are thereafter precluded from requesting an inter 
partes reexamination of any such patent claim on the basis of 
issues which that party, or its privies, raised or could have raised 
in such civil action, and an inter partes reexamination requested by 
that party, or its privies, on the basis of such issues may not 
thereafter be maintained by the Office. Under subsection (c) if a 
final decision in an inter partes reexamination proceeding insti- 
tuted by a third-party requester is favorable to patentability of any 
patent claim, then that party, or its privies, may not thereafter 
request inter partes reexamination of any such patent claim on the 
basis of issues which that party, or its privies, raised or could have 
raised in such inter partes reexamination proceeding. 


Proposed § 1.913 provides for any third-party requester (except 
if the estoppel provisions of § 1.907 apply) to file a request under 
35 U.S.C. § 311 for an inter partes reexamination of a patent 
which issued from an original application filed in the United States 
on or after November 29, 1999. The time period for filing such a 
request is limited to the period of enforceability of the patent for 
which the request is filed. 


Proposed § 1.915(a) requires payment of the fee for requesting 
an inter partes reexamination which is set forth in 1.20(c)(2). 
Paragraph (b) of § 1.915 indicates what each request for inter 
partes reexamination must include. The requirements are analo- 
gous to the requirements of § 1.510(b) for filing an ex parte 
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reexamination request with the most notable difference being that 
the third-party requester must be identified in an inter partes 
reexamination request. Paragraph (c) indicates that requests for an 
inter partes reexamination may be filed by attorneys or agents on 
behalf of a third-party requester, but it is noted that the real party 
in interest must be identified. Paragraph (d) provides that if the 
request for inter partes reexamination does not meet all the 
requirements of paragraph (b), the third-party requester may be 
given an opportunity to complete the inter partes reexamination 
request to avoid having the proceeding vacated. 


Proposed § 1.919 indicates that the date on which the entire fee 
for a request for inter partes reexamination is received will be 
considered to be the filing date of the request for inter partes 
reexamination. 


Proposed § 1.923 provides for a determination by the examiner 
as to whether the request has presented a substantial new question 
of patentability under 35 U.S.C. § 312 and requires that the 
determination be made within 3 months of the filing date of the 
request. 


Proposed § 1.925 provides for a refund under 1.26(c) of a 
portion of the filing fee if inter partes reexamination is not 
ordered. See the discussion of § 1.26(c) above as to the amount of 
the refund. 


Proposed § 1.927 provides for review by petition to the Director 
of a decision refusing inter partes reexamination. 


Proposed § 1.931 provides for ordering inter partes reexamina- 
tion where a substantial new question of patentability has been 
found pursuant to § 1.923. Under paragraph (b), the only limitation 
placed on the selection of the examiner by the Office is that the 
same examiner whose decision refusing inter partes reexamination 
was reversed on petition filed under § 1.927 ordinarily will not 
conduct the inter partes reexamination ordered in the decision 
granting the petition. 


Proposed § 1.933 covers the duty of disclosure by a patent 
owner in an inter partes reexamination proceeding. The rule 
provides that the duty in an inter partes reexamination proceeding 
is the same as the patent owner's duty in an ex parte reexamination 
proceeding as set forth in § 1.555 (a) and (b), and is satisfied by 
filing a paper in compliance with § 1.555 (a) and (b). 


Proposed § 1.935 indicates that the initial Office action on the 
merits usually accompanies the inter partes reexamination order as 
expressly provided for as an option in 35 U.S.C. § 313. It is 
contemplated that the initial paper from the examiner will com- 
prise two parts. The first part will address the issue as to whether 
the prior art raises a substantial new question of patentability 
(SNQ). If the examiner determines that the prior art does not raise 
an SNQ, reexamination is denied. No patentability question would 
be addressed by the examiner. If the examiner determines that the 
prior art does raise an SNQ, reexamination will be ordered. In this 
situation, a second part of the initial Office action will usually be 
issued which would address the patentability issues and will 
constitute the first Office action on the merits. 


Proposed § 1.937 would cover the basic items relating to the 
conduct of inter partes reexamination proceedings. Paragraph (a) 
provides that, in accordance with 35 U.S.C. § 314(c), unless 
otherwise provided by the Director for good cause, all inter partes 
reexamination proceedings will be conducted with special dis- 
patch. Paragraph (b) provides that all inter partes reexamination 
proceedings will be conducted according to the procedures estab- 
lished for initial examination under § 1.104-§ 1.116. These 
proceedings will basically follow the procedures for examining 
patent applications. Paragraph (c) provides that all communica- 
tions between the Office and the parties to the inter partes 
reexamination which are directed to the merits of the proceeding 
must be in writing and filed with the Office for entry into the record 
of the proceeding. 


Proposed § 1.939 provides for the return of unauthorized papers 
filed by any party in an inter partes reexamination, and that unless 
otherwise authorized, no paper shall be filed in an inter partes 
reexamination before the initial Office action on the merits. 
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Proposed § 1.941 provides that amendments made by the patent 
owner in an infer partes reexamination must be made in accor- 
dance with the requirements of § 1.530(d) and § 1.943. 


Proposed § 1.943, paragraph (a) provides that the form of 
responses, briefs, appendices, and oiher papers must be in accor- 
dance with § 1.530(d)(5). Paragraph (b) provides for page limits 
for responses by the patent owner and written comments by the 
third-party requester (other than briefs). Amendments, appendices 
of claims, and reference materials such as prior art references 
would not be included in this total. Paragraph (c) provides for page 
limits or total word limits for briefs. 


Proposed § 1.945 provides that a patent owner will be given at 
least thirty days to respond to any Office action on the merits. 
Although problems may arise in certain cases and extensions of 
time may be granted under § 1.956, it is felt that relatively short 
response times are necessary in order to process reexaminations 
with “special dispatch.*’ While the Office intends to set a two- 
month period for patent owner to respond to an Office action on the 
merits in usual situations, the minimum period will always be at 
least 30 days 


Proposed § 1.947 provides that each time a patent owner files a 
response to any Office action on the merits, the third-party 
requester may once file written comments within a period of 30 
days from the date of service of the patent owner's response. Since 
35 U.S.C. § 314(b)(3) statutorily imposes this period for third- 
party requester comments, this time may not be extended. Thus, 
any third-party comments, including any supplemental comments. 
filed after expiration of 30 days from the date of service of the 
patent owner’s response shall be considered to be untimely filed 
and unauthorized, and shall be returned to the third-party in 
accordance with § 1.939. 


Proposed § 1.948 provides that additional third-party requester 
prior art submissions as defined under § 1.501 may be filed after 
the inter partes reexamination order only if they are submitted as 
part of a comments submission under § 1.947 (written comments 
to a patent owner response to an Office action on the merits) and 
limited to: (1) Any prior art which is necessary to rebut a finding 
of fact by the examiner; (2) any prior art which is necessary to 
rebut a response of the patent owner; or (3) any prior art which 
became known or available to the third-party requester after the 
filing of the inter partes request for reexamination where a 
discussion of the pertinency of each reference to the patentability 
of at least one claim is included. The purpose of this rule is 
twofold. First, the third-party requester may cite any prior art 
needed to rebut a position taken by the examiner or the patent 
owner. Second, the third-party requester may submit prior art 
newly discovered or newly available since the filing of the inter 
partes reexamination request provided a discussion of the perti- 
nency of each reference to the patentability of at least one claim is 
included. The only limitation is that the prior art may only be 
submitted along with written comments filed by the third-party 
requester under § 1.947 in response to a patent owner response to 
an Office action on the merits. Limiting prior art submissions to 
newly discovered or newly available prior art (except when used 
for rebuttal purposes) will encourage the third-party requester to 
submit all known pertinent prior art along with the initial request 
for inter partes reexamination. Later submission of previously 
known or available prior art would only be permissible to rebut a 
position taken by the examiner or the patent owner, or through the 
filing of an ex parte reexamination request (which, if ordered, 
would be merged with the inter partes reexamination proceeding). 
Permitting the third-party requester to timely submit newly dis- 
covered or previously unavailable prior art, however, will obviate 
the need for the third-party requester to have to file an ex parte 
request for reexamination. To prevent harassment of the patent 
owner due to frequent submissions of prior art citations during a 
reexamination proceeding, such submissions may only be filed 
along with written comments filed by the third-party requester in 
response to a patent owner response to an Office action on the 
merits or after an action closing prosecution. 


Proposed § 1.949 provides for the close of prosecution on the 
second or subsequent Office action, as opposed to a final rejection 
or a final action which would be issued in an ex parte reexami- 
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nation proceeding. The distinction between a final action (includ- 
ing a final rejection) and an action closing prosecution is important 
as appeal rights to the Board of Patent Appeals and Interferences 
under 35 U.S.C. 134 (b) and (c) mature only with a final action (as 
opposed to “twice rejected’’ in an application under 35 U.S.C. 
134(a)). The statute permits the patent owner to appeal finally 
rejected claims, and the third-party requester to appeal final 
decisions favorable to patentability to the Board of Patent Appeals 
and Interferences. The rules were drafted to provide for both the 
patent owner and the third-party requester to submit comments on 
the examiner’s patentability findings prior to making such findings 
final. The action closing prosecution (in lieu of a final action) is 
needed to preclude one party from filing a notice of appeal while 
another party is filing comments seeking reconsideration of an 
examiner’s decision. It is only after the examiner has considered 
all the comments submitted by all the parties that a final rejection 
and final decision favorable to patentability will be issued by way 
of the Right of Appeal Notice under § 1.953. At that time, both the 
patent owner and the third-party requester may appeal to the Board 
of Patent Appeals and Interferences. 


Proposed § 1.951 provides the options available to the parties 
after an Office action closing prosecution. Both the patent owner 
and the third-party requester may once file a response limited to 
issues raised in the action closing prosecution. The patent owner 
may also submit proposed amendments (subject to the criteria of § 
1.116 as to whether or not the amendments shall be admitted). If 
one party files a response, the other party may once file written 
comments on the other’s response. The time periods within which 
the patent owner and the third-party requester may act (as provided 
for by this section) may run concurrently. In this manner all parties 
are provided an equal opportunity to contest the examiner's 
patentability findings before the findings are made final and ripe 
for appeal. 


Proposed § 1.953(a) provides that, following the responses or 
expiration of the time for response in § 1.951, the examiner may 
issue a right of appeal notice which shall include a final rejection 
and/or final decision favorable to patentability in accordance with 
35 U.S.C. § 134. The intent of limiting the appeal rights until after 
the examiner issues a “Right of Appeal Notice’’ is to specifically 
preclude the possibility of one party attempting to appeal prema- 
turely while prosecution before the examiner is being continued by 
the other party. 


Proposed § 1.953(b) provides that any time after the initial 
Office action on the merits in an inter partes reexamination, the 
patent owner and all third-party requesters may stipulate that the 
issues are appropriate for a final action, which would include a 
final rejection and/or a final determination favorable to patentabil- 
ity, and may request the issuance of a Right of Appeal Notice. If 
the examiner determines that no other issues are present or should 
be raised, a Right of Appeal Notice limited to the identified issues 
shall be issued. The request for an expedited notice will enable the 
parties to accelerate the inter partes reexamination proceeding. 
Proposed § 1.953(c) provides that the Right of Appeal Notice shall 
be a final action, which would include a final rejection and/or final 
decision favorable to patentability, and that no amendment under § 
1.116 can be made in response to the Right of Appeal Notice. The 
Right of Appeal Notice shall set a one-month time period for either 
party to appeal. If no appeal is filed, the reexamination proceeding 
will be terminated, and the Director will proceed to issue a 
certificate under § 1.997 in accordance with the Right of Appeal 
Notice. 


Proposed § 1.955 provides that interviews between the examiner 
and the patent owner and/or the third-party requester which 
discuss the merits of the proceeding will not be permitted in inter 
partes reexamination proceedings. Thus, no separate ex parte 
interviews will be permitted, and no inter partes interviews will be 
permitted. All communications between the Office and the patent 
owner which are directed to the merits of the proceeding must be 
in writing and filed with the Office for entry into the record of the 
proceeding. An informal amendment will not be accepted, as that 
would amount to an informal ex parte interview. The Office has 
reconsidered its initial position taken in the August 11, i995, 
Notice of Proposed Rule-making which proposed to permit owner- 
initiated interviews in which the patent owner and the third-party 
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requester participate. Thus, in the present rule package, no 
interviews will be held, nor be permitted, in inter partes reexami- 
nation cases which discuss the merits of the proceeding. In other 
words, neither the patent owner nor the third-party requester will 
be able to initiate, nor participate in, an ex parte nor an inter partes 
interview which discusses the merits of the proceeding in an inter 
partes reexamination proceeding. The rationale for this is dis- 
cussed above in Issue 18 of the consideration of the comments 
responsive to the August 11, 1995, Notice of Proposed Rulemak- 
ing. 


Proposed § 1.956 relates to patent owner extensions of time for 
responding to a requirement of the Office in inter partes reexami- 
nation proceedings. As in ex parte reexamination practice, a patent 
owner may only obtain an extension of time for sufficient cause, 
and the request for such extension must be filed on or before the 
end of the period for response. Note that the time for the 
third-party requester to file comments to patent owner responses 
may not be extended, as set forth in § 1.947. 


Proposed § 1.957(a) provides that a third-party requester’s 
submission in inter partes reexamination may be refused consid- 
eration if it is untimely or is inappropriate. Proposed § 1.957(b) 
and (c) relate to the patent owner’s failure to timely or appropri- 
ately respond in inter partes reexamination proceedings. In this 
event, if no claims are found patentable, the proceeding shall be 
terminated and a reexamination certificate shall be issued. If 
claims are found patentable, further prosecution shall be limited to 
the patentable claims, and any additional claims that do not expand 
the scope of the patentable claims. 


Proposed § 1.957(d) provides that when the action by the patent 
owner is a bona fide attempt to respond and to advance the case, 
and is substantially a complete response to the Office action, but 
consideration of some matter or compliance with some require- 
ment has been inadvertently omitted, an opportunity to explain and 
supply the omission may be given. 


Proposed § 1.958(a) provides for the revival of terminated inter 
partes reexamination proceedings under the unavoidable delay 
provisions of § 1.137(a). The unavoidable delay provisions of 35 
U.S.C. 133 are imported into and are applicable to inter partes 
reexamination proceedings under 35 U.S.C. § 314. Proposed § 
1.958(b) provides for the revival of terminated inter partes 
reexamination proceedings under the unintentional provisions of § 
1.137(b). The unintentional delay fee provisions of 35 U.S.C. 
41(a)(7) are imported into and are applicable to inter partes 
reexamination proceedings under section 4605 of S. 1948. Note, 
however, the unintentional delay fee provisions of 35 U.S.C. 
41(a)(7) only become effective in reexamination proceedings on 
November 29, 2000 (one year after enactment of statute). 


Proposed § 1.959 relates to appeals and cross appeals to the 
Board of Patent Appeals and Interferences in inter partes reex- 
amination proceedings. Both patent owners and third-party re- 
questers are given appeal rights in accordance with 35 U.S.C. § 
315. 


Proposed § 1.961 relates to time of transfer of the jurisdiction of 
the appeal over to the Board of Patent Appeals and Interferences in 
inter partes reexamination proceedings. 


Proposed § 1.962 relates to the definition of appellant and 
respondent in inter partes reexamination proceedings. 


Proposed § 1.963 relates to the time periods for filing briefs in 
inter partes reexamination proceedings. 


Proposed § 1.965 relates to the requirements of the appellant 
brief in inter partes reexamination proceedings. 


Proposed § 1.967 relates to the requirements of the respondent 
brief in inter partes reexamination proceedings. 


Proposed § 1.969 relates to the examiner’s answer. An examin- 
er’s answer may not include a new ground of rejection nor a new 
decision favorable to patentability. In either case (if there is to be 
a new ground of rejection or a new decision favorable to 
patentability), prosecution should be reopened. 
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Proposed § 1.971 gives any appellant one opportunity to file a 
rebuttal brief following the examiner’s answer. The rebuttal brief 
filed by an appellant who is the patent owner is limited to the 
issues raised in the examiner’s answer and/or in any respondent 
brief. The rebuttal brief filed by an appellant who is a third-party 
requester is limited to the issues raised in the examiner’s answer 
and/or in the patent owner’s respondent brief. The rebuttal brief of 
a third-party requester may not be directed to the respondent brief 
of any other third-party requester. No new ground of rejection can 
be proposed by a third-party requester appellant. 


Proposed § 1.973 relates to the oral hearing in inter partes 
reexamination proceedings. 


Proposed § 1.975 relates to affidavits or declarations after appeal 
in inter partes reexamination proceedings. 


Proposed § 1.977 relates to the decision by the Board of Patent 
Appeals and Interferences in inter partes reexamination proceed- 
ings. A reversal of an examiner’s decision favorable to patentabil- 
ity (i.e., a decision not to make a rejection proposed by the 
third-party requester) constitutes a decision adverse to patentabil- 
ity which will be set forth as a new ground of rejection under § 
1.977(b). 


Proposed § 1.979 relates to the procedure following the decision 
or dismissal by the Board of Patent Appeals and Interferences in 
inter partes reexamination proceedings. 


Proposed § 1.981 relates to the procedure for the reopening of 
prosecution following the decision by the Board of Patent Appeals 
and Interferences in inter partes reexamination proceedings. 


Proposed § 1.983 relates to the patent owner’s right to appeal to 
the United States Court of Appeals for the Federal Circuit in inter 
partes reexamination proceedings. Under section § 141, the patent 
owner in inter partes reexamination proceedings may appeal the 
decision of the Board of Patent Appeals and Interferences only to 
the United States Court of Appeals for the Federal Circuit. Under 
section 134(c), the third-party requester in inter partes reexami- 
nation proceedings may not appeal the decision of the Board of 
Patent Appeals and Interferences. 


Proposed § 1.985 relates to notification of prior or concurrent 
proceedings in inter partes reexamination proceedings. Paragraph 
(a) requires the patent owner to notify the Office of any prior or 
concurrent proceeding involving the patent under inter partes 
reexamination. Paragraph (b) permits any member of the public to 
notify the Office of any prior or concurrent proceeding involving 
the patent under inter partes reexamination. Such notice, however, 
must be limited to merely providing notice without discussion of 
the issues in the inter partes reexamination. Any notice that 
includes a discussion of the issues will be returned to the sender. 


Proposed § 1.987 provides that when a patent involved in an 
inter partes reexamination is concurrently involved in litigation, 
the Director shall determine whether or not to suspend the inter 
partes reexamination proceeding. 


Proposed § 1.989 relates to the merger of cor current reexami- 
nation proceedings. 


Proposed § 1.991 relates to the merger of a concurrent reissue 
application and an inter partes reexamination proceeding. 


Proposed § 1.993 relates to the suspension of a concurrent 
interference or an inter partes reexamination proceeding. 


Proposed § 1.995 relates to the third-party requester’s partici- 
pation rights being preserved in a merged proceeding. 


Proposed § 1.997 provides for the issuance of the reexamination 
certificate under 35 U.S.C. § 316 after conclusion of an inter 
partes reexamination proceeding. The certificate will cancel any 
patent claims determined to be unpatentable, confirm any patent 
claims determined to be patentable, and incorporate into the patent 
any amended or new claims determined to be patentable. Once all 
of the claims have been canceled from the patent, the patent ceases 
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to be enforceable for any purpose. Accordingly, any pending 
reissue proceeding or other Office proceeding relating to a patent 
for which a certificate that cancelled all of the patent claims has 
been issued will be terminated. This provides a degree of assur- 
ance to the public that patents with all the claims canceled via inter 
partes reexamination proceedings will not again be asserted. 


Classification Regulatory Flexibility Act 


The Chief Counsel for Regulation of the Department of Com- 
merce certified to the Chief Counsel for Advocacy, Smal! Business 
Administration, that the changes proposed in this notice, if 
adopted, would not have a significant impact on a substantial 
number of small entities (Regulatory Flexibility Act, 5 U.S.C. § 
605(b)). This rulemaking implements the provisions of Title IV, 
subtitle F (sections 4601 through 4608) of the “American Inven- 
tors Protection Act of 1999,”’ which permits a third-party requester 
to participate more extensively during the reexamination proceed- 
ing as well as giving them appeal rights. The changes proposed in 
this notice (if adopted) would provide procedures for a third-party 
to request optional inter partes reexamination of a patent. The new 
inter partes proceedings are similar to the ex parte proceedings, 
although they are more complicated procedurally to accommodate 
the presence of the third-party. 


Taking into account the overall similarities and additional 
complexity, it is reasonable to assume that a similar proportion of 
small entities will request inter partes reexamination as have 
requested ex parte reexamination. Furthermore, it is anticipated 
that inter partes reexamination requests will be filed by third-party 
requesters, while patent owners will continue to file ex parte 
reexamination requests. Approximately 400 ex parte reexamina- 
tion filings have been received each year since 1992, of which 55% 
or 220 have been filed by third-party requesters. Since the 
beginning of the reexamination procedure, about 22.5% of the ex 
parte reexamination requesters have been small entities. If all 220 
of the third-party filed reexamination requests were filed as 
requests for inter partes reexaminations, approximately 50 re- 
quests (22.5% ) would come from small entities. The higher cost 
of the inter partes reexamination fee ($8,800) compared to the ex 
parte reexamination fee ($2,520) reflects the greatly expanded 
participation available to the third-party requester. In the inter 
partes proceeding, the third party requester has the right to 
comment on every response by the patent owner to the PTO, to be 
a party to any appeal by the patent owner to the Board of Patent 
Appeals and Interferences, and to appeal any determination of 
patentability to the Board. In the ex parte proceeding, the 
third-party requester’s role is limited to the request for reexami- 
nation and a single reply to the patent owner’s response. The third 
party requester also has no appeal rights in an ex parte reexami- 
nation. Therefore, the number of small businesses affected by these 
proposed optional inter parte reexamination rules is not significant, 
and the impact on each business, considering the benefits of 
greater participation throughout the inter partes proceeding, is not 
significant. 


Executive Order 13132 


This rulemaking does not contain policies with federalism 
implications sufficient to warrant preparation of a Federalism 
Assessment under Executive Order 13132 (August 4, 1999). 


Executive Order 12866 


This rulemaking has been determined to be not significant for 
purposes of Executive Order 12866 (September 30, 1993). 


Paperwork Reduction Act 


This notice of proposed rulemaking involves information col- 
lection requirements which are subject to review by the Office of 
Management and Budget (OMB) under the Paperwork Reduciion 
Act of 1995 (44 U.S.C. § 3501 ef seq.). The collection of 
information involved in this notice of proposed rulemaking has 
been reviewed and previously approved by OMB under OMB 
control number 0651-0033. 
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As required by the Paperwork Reduction Act of 1995 (44 U.S.C. 
§ 3507(d)), the Patent and Trademark Office has submitted an 
information collection package to OMB for its review and ap- 
proval of the proposed information collections under OMB control 
number 0651-0033. The Patent and Trademark Office is submitting 
this information collection to OMB for its review and approval 
because this notice of proposed rulemaking will add the request for 
optional inter partes reexamination of a patent to that collection. 


The title, description and respondent description of the infor- 
mation collection is shown below with an estimate of the annual 
reporting burdens. Included in this estimate is the time for 
reviewing instructions, gathering and maintaining the data needed, 
and completing and reviewing the collection of information. The 
principal impact of the changes in this notice of proposed 
rulemaking is to implement the changes to Office practice neces- 
sitated by Title IV, subtitle F (sections 4601 through 4608) of the 
“American Inventors Protection Act of 1999°’ (enacted into law by 
1000(a)(9), Division B, of Pub. L. 106-113). 


OMB Number: 0651-0033. 

Title: Post Allowance and Refiling. 

Form Numbers: PTO/SB/13/14/44/S0-57; PTOL-85b. 

Type of Review: Approved through September of 2000. 

Affected Public: Individuals or Households, Business or Other 
For-Profit Institutions, Not-for-Profit Institutions and Federal Gov- 
ernment. 

Estimated Number of Respondents: 172,475. 

Estimated Time Per Response: 0.3 hour. 

Estimated Total Annual Burden Hours: 51,593.5 hours. 

Needs and Uses: This collection of information is required to 
administer the patent laws pursuant to title 35, U.S.C., concerning 
the issuance of patents and related actions including correcting 
errors in printed patents, refiling of patent applications, requesting 
reexamination of a patent, and requesting a reissue patent to 
correct an error in a patent. The affected public includes any 
individual or institution whose application for a patent has been 
allowed or who takes action as covered by the applicable rules. 


Comments are invited on: (1) Whether the collection of infor- 
mation is necessary for proper performance of the functions of the 
agency; (2) the accuracy of the agency’s estimate of the burden; 
(3) ways to enhance the quality, utility, and clarity of the 
information to be collected; and (4) ways to minimize the burden 
of the collection of information to respondents. 


Interested persons are requested to send comments regarding 
these information collections, including suggestions for reducing 
this burden, to Robert J. Spar, Director, Patent Examination Policy 
Law Office, Patent and Trademark Office, Washington, D.C. 
20231, or to the Office of Information and Regulatory Affairs of 
OMB, New Executive Office Building, 725 17th St. NW, Room 
10235, Washington, DC 20503, Attention: Desk Officer for the 
Patent and Trademark Office. 


Notwithstanding any other provision of law, no person is 
required to respond to nor shall a person be subject to a penalty for 
failure to comply with a collection of information subject to the 
requirements of the Paperwork Reduction Act unless that collec- 
tion of information displays a currently valid OMB control 
number. 


List of Subjects in 37 CFR Part 1 

Administrative practice and procedure, Courts, Freedom of 
Information, Inventions and patents, Reporting and record keeping 
requirements, Small Businesses. 

For the reasons set out in the preamble and under the authority 
given to the Director of Patents and Trademarks by 35 U.S.C. § 6, 
Part | of Title 37 CFR is amended as set forth below. 

PART 1--RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part | would continue to 
read as follows: 
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Authority: 35 U.S.C. § 6, unless otherwise noted. 


2. Section § 1.4(a)(2) is proposed to be revised to read as 
follows: 


§ 1.4 Nature of correspondence and signature requirements. 


(a) * * * 


(2) Correspondence in and relating to a particular application or 
other proceeding in the Office. See particularly the rules relating to 
the filing, processing, or other proceedings of national applications 
in Subpart B, § 1.31 to § 1.378; of international applications in 
Subpart C, § 1.401 to § 1.499; of ex parte reexaminations of 
patents in Subpart D, § 1.501 to § 1.570; of interferences in 
Subpart E, § 1.601 to § 1.690; of extension of patent term in 
Subpart F, § 1.710 to § 1.785; of inter partes reexaminations of 
patents in Subpart H, § 1.902 to § 1.997; and of trademark 
applications 2.11 to 2.189. 


xe eK * 


3. Section § 1.6(d)(5) is proposed to be revised to read as 
follows: 


§ 1.6 Receipt of Correspondence. 


x**x* Ke * * 


(d) ** * 
(5) A request for reexamination under § 1.510 or § 1.913. 


4. Sections § 1.17(1) and (m) are proposed to be revised to read 
as follows: 


§ 1.17 Patent application and reexamination processing fees. 


* kK K * 


(1) For filing a petition for the revival of an unavoidably 
abandoned application under 35 U.S.C. §§ 111, 133, 364, or 371, 
for the delayed payment of the issue fee under 35 U.S.C. § 151, or 
for the revival of an unavoidably terminated reexamination pro- 
ceeding under 35 U.S.C. § 133 ( § 1.137(a)): 


Ry a cian aay CG GD ons onda ns ccasccsnsisenscssccestencenesion $55.00 

By other than a small entity 

(m) For filing a petition for revival of an unintentionally 
abandoned application, for the unintentionally delayed payment of 
the fee for issuing a patent, or for the revival of an unintentionally 
terminated reexamination proceeding under 35 U.S.C. 41(a)(7) ( § 
1.137(b)): 


By a small entity ( § 1.9(f)) ... 
By other than a small entity 


$605.00 
1,210.00 


** eK * 
5. Section 1.20(c) is proposed to be revised to read as follows: 
§ 1.20 Post-issuance and reexamination fees. 
x** ke * 
(c) In reexamination proceedings 
(1) For filing a request for ex parte reexamination 
Ge Fe ga hncck cotncentviccsckesvinctpe acoawramndioiestsbnsoeate $2,520.00 


(2) For filing a request for inter partes reexamination 
SI sasirsnecsxstncesiseecactnay sciccarterrerecncoraaeetreemniarearaens 8,800.00 


*e eK * 
6. Section 1.25(b) is proposed to be revised to read as follows: 


§ 1.25 Deposit accounts. 
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(b) Filing, issue, appeal, international-type search report, inter- 
national application processing, petition, and post-issuance fees 
may be charged against these accounts if sufficient funds are on 
deposit to cover such fees. A general authorization to charge all 
fees, or only certain fees, set forth in § 1.16 to § 1.18 to a deposit 
account containing sufficient funds may be filed in an individual 
application, either for the entire pendency of the application or 
with respect to a particular paper filed. An authorization to charge 
to a deposit account the fee for a request for reexamination 
pursuant to § 1.510 or § 1.913 and any other fees required in a 
reexamination proceeding of a patent may also be filed. An 
authorization to charge a fee to a deposit account will not be 
considered payment of the fee on the date the authorization to 
charge the fee is effective as to the particular fee to be charged 
unless sufficient funds are present in the account to cover the fee. 


7. Section 1.26(c) is proposed to be revised to read as follows: 


§ 1.26 Refunds. 


kekK KS 


(c) If the Director decides not to institute a reexamination 
proceeding, for ex parte reexaminations filed under § 1.510 a 
refund of $1,690.00 will be made to the reexamination requester. 
For inter partes reexaminations filed under § 1.913, a refund of 
$7,970 will be made to the reexamination requester. Reexamina- 
tion requester should indicate the form in which any refund should 
be made (e.g., by check, electronic funds transfer, credit to a 
deposit account, etc.). Generally, reexamination refunds will be 
issued in the form that the original payment was provided. 


8. Section § 1.112 is proposed to be revised to read as follows: 
§ 1.112 Reconsideration before final action. 


After reply by applicant or patent owner ( § 1.111) to a non-final 
action, the application or the patent under reexamination will be 
reconsidered and again examined. The applicant, or in the case of 
a reexamination proceeding the patent owner and any third-party 
requester, will be notified if claims are rejected, objections or 
requirements made, or decisions favorable to patentability are 
made, in the same manner as after the first examination. Applicant 
or patent owner may reply to such Office action in the same 
manner provided in § 1.111, with or without amendment, unless 
such Office action indicates that it is made final ( § 1.113), or in an 
inter partes reexamination, that it is an action closing prosecution 
( § 1.949) or a right of appeal notice ( § 1.953). 


9. Section § 1.113(a) is proposed to be revised to read as 
follows: 


§ 1.113 Final rejection or action. 


(a) On the second or any subsequent examination or consider- 
ation by the examiner the rejection or other action may be made 
final, whereupon applicant's, or for ex parte reexaminations filed 
under § 1.510 patent owner’s, reply is limited to appeal in the case 
of rejection of any claim ( § 1.191), or to amendment as specified 
in § 1.116. Petition may be taken to the Director in the case of 
objections or requirements not involved in the rejection of any 
claim ( § 1.181). Reply to a final rejection or action must include 
cancellation of, or appeal from the rejection of, each rejected 
claim. If any claim stands allowed, the reply to a final rejection or 
action must comply with any requirements or objections as to 
form. For final actions in an inter partes reexamination filed under 
§ 1.913, see § 1.953. 


xe KKK 


10. Sections § 1.116(a) and (c) are proposed to be revised to 
read as follows: 


§ 1.116 Amendments after final action, action closing prosecu- 
tion, right of appeal notice, or appeal. 


(a) After a final rejection or other final action (§ 1.113) in an 
application or in an ex parte reexamination filed under § 1.510, or 
an action closing prosecution (§ 1.949) in an inter partes reexami- 
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nation filed under § 1.913, amendments may be made canceling 
claims or complying with any requirement of form expressly set 
forth in a previous Office action. Amendments presenting rejected 
claims in better form for consideration on appeal may be admitted. 
The admission of, or refusal to admit, any amendment after a final 
rejection, a final action, an action closing prosecution or any 
related proceedings, will not operate to relieve the application or 
patent under reexamination from its condition as subject to appeal 
or to save the application from abandonment under § 1.135, or the 
reexamination from termination. No amendment can be made in an 
inter partes reexamination proceeding after the right of appeal 
notice under § 1.953 except as provided for in paragraph (c) of this 
section. 


(c) No amendment can be made as a matter of right in appealed 
cases. After decision on appeal, amendments can only be made as 
provided in § 1.198 and § 1.981, or to carry into effect a 
recommendation under § 1.196 or § 1.977. 


11. Section § 1.121(c) is proposed to be revised to read as 
follows: 


§ 1.121 Manner of making amendments. 


kK 


(c) Amendments in reexamination proceedings. Any proposed 
amendment to the description and claims in patents involved in 
reexamination proceedings in both ex parte reexaminations filed 
under § 1.510 and inter partes reexaminations filed under § 1.913 
must be made in accordance with § 1.530(d). 


12. Section § 1.136(a) (2) and (b) are proposed to be revised to 
read as follows: 


§ 1.136 Extensions of time. 
(a) ** * 


(2) The date on which the petition and the fee have been filed is 
the date for purposes of determining the period of extension and 
the corresponding amount of the fee. The expiration of the time 
period is determined by the amount of the fee paid. A reply must 
be filed prior to the expiration of the period of extension to avoid 
abandonment of the application (§ 1.135), but in no situation may 
an applicant reply later than the maximum time period set by 
statute, or be granted an extension of time under paragraph (b) of 
this section when the provisions of this paragraph are available. 
See § 1.136(b) for extensions of time relating to proceedings 
pursuant to § 1.193(b), § 1.194, § 1.196 or § 1.197; § 1.304 for 
extensions of time to appeal to the U.S. Court of Appeals for the 
Federal Circuit or to commence a civil action; § 1.550(c) for 
extensions of time in ex parte reexamination proceedings, § 1.956 
for extensions of time in inter partes reexamination proceedings; 
and § 1.645 for extensions of time in interference proceedings. 


xe eK 


(b) When a reply cannot be filed within the time period set for 
such reply and the provisions of paragraph (a) of this section are 
not available, the period for reply will be extended only for 
sufficient cause and for a reasonable time specified. Any request 
for an extension of time under this paragraph must be filed on or 
before the day on which such reply is due, but the mere filing of 
such a request will not effect any extension under this paragraph. 
In no situation can any extension carry the date on which reply is 
due beyond the maximum time period set by statute. See § 1.304 
for extensions of time to appeal to the U.S. Court of Appeals for 
the Federal Circuit or to commence a civil action; § 1.645 for 
extensions of time in interference proceedings; § 1.550(c) for 
extensions of time in ex parte reexamination proceedings; and § 
1.956 for extensions of time in inter partes reexamination pro- 
ceedings. 
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13. Section § 1.137 is proposed to be amended by revising its 
heading, the introductory text of paragraph (a), the introductory 
text of paragraph (b), and paragraph (d) to read as follows: 


§ 1.137 Revival of abandoned application, lapsed patent, or 
terminated reexamination proceeding. 


(a) Unavoidable. Where the delay in reply was unavoidable, a 
petition may be filed to revive an abandoned application, a 
reexamination proceeding terminated under § 1.550(d) and § 
1.957(b) and (c), or a lapsed patent pursuant to this paragraph. A 
grantable petition pursuant to this paragraph must be accompanied 
by: 


(b) Unintentional. Where the delay in reply was unintentional, a 
petition may be filed to revive an abandoned application, a 
reexamination proceeding terminated under § 1.550(d) and § 
1.957(b) and (c), or a lapsed patent pursuant to this paragraph. A 
grantable petition pursuant to this paragraph must be accompanied 
by: 


x*ee KE 


(d) Any request for reconsideration or review of a decision 
refusing to revive an abandoned application, a terminated reex- 
amination proceeding, or lapsed patent upon petition filed pursuant 
to this section, to be considered timely, must be filed within two 
months of the decision refusing to revive or within such time as set 
in the decision. Unless a decision indicates otherwise, this time 
period may be extended under the provisions of § 1.136 for an 
abandoned application or lapsed patent; under the provisions of § 
1.550(c) for a terminated ex parte reexamination proceeding filed 
under § 1.510; and under the provisions of § 1.956 for a terminated 
inter partes reexamination proceeding filed under § 1.913. 


xe eK S 


14. Sections § 1.181(a) and (c) are proposed to be revised to 
read as follows: 


§ 1.181 Petition to the Director. 
(a) Petition may be taken to the Director: 


(1) From any action or requirement of any examiner in the ex 
parte prosecution of an application, or in the ex parte or inter 
partes prosecution of a reexamination proceeding which is not 
subject to appeal to the Board of Patent Appeals and Interferences 
or to the court; 


(2) In cases in which a statute or the rules specify that the matter 
is to be determined directly by or reviewed by the Director; and 


(3) To invoke the supervisory authority of the Director in 
appropriate circumstances. 


(4) For petitions in interferences, see § 1.644. 


KKK KS 


(c) When a petition is taken from an action or requirement of an 
examiner in the ex parte prosecution of an application, or in the ex 
parte or inter partes prosecution of a reexamination proceeding, it 
may be required that there have been a proper request for 
reconsideration ( § 1.111) and a repeated action by the examiner. 
The examiner may be directed by the Director to furnish a written 
statement, within a specified time, setting forth the reasons for his 
or her decision upon the matters averred in the petition, supplying 
a copy thereof to the petitioner. 


x*eeEK 


15. Section § 1.191(a) is proposed to be revised to read as 
follows: 
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§ 1.191 Appeal to Board of Patent Appeals and Interferences. 


(a) Every applicant for a patent or for reissue of a patent, and 
every owner of a patent under ex parte reexamination filed under 
§ 1.510 for a patent that issued from an original application filed 
in the United States before November 29, 1999, any of whose 
claims has been twice or finally (§ 1.113) rejected, may appeal 
from the decision of the examiner to the Board of Patent Appeals 
and Interferences by filing a notice of appeal and the fee set forth 
in § 1.17(b) within the time period provided under § 1.134 and § 
1.136 for reply. Notwithstanding the above, for an ex parte 
reexamination proceeding filed under § 1.510 for a patent that 
issued from an original application filed in the United States on or 
after November 29, 1999, no appeal may be filed until the claims 
have been finally rejected (§ 1.113). Appeals to the Board of Patent 
Appeals and Interferences in inter partes reexamination proceed- 
ings filed under § 1.913 are controlled by § 1.959 through § 1.981. 
Sections § 1.191 through § 1.198 are not applicable to appeals in 
inter partes reexamination proceedings filed under § 1.913. 


16. Section § 1.301 is proposed to be revised to read as follows: 


§ 1.301 Appeal to U.S. Court of Appeals for the Federal 
Circuit. 


Any applicant or any owner of a patent involved in any ex parte 
reexamination proceeding filed under § 1.510, dissatisfied with the 
decision of the Board of Patent Appeals and Interferences, and any 
party to an interference dissatisfied with the decision of the Board 
of Patent Appeals and Interferences, may appeal to the U.S. Court 
of Appeals for the Federal Circuit. The appellant must take the 
following steps in such an appeal: In the U.S. Patent and 
Trademark Office, file a written notice of appeal directed to the 
Director (see § 1.302 and § 1.304); and in the Court, file a copy of 
the notice of appeal and pay the fee for appeal as provided by the 
rules of the Court. For inter partes reexamination proceedings filed 
under § 1.913, § 1.983 is controlling. 


17. Section § 1.303 is proposed to be amended by revising 
paragraphs (a) and (b) and by adding a new paragraph (d) to read 


as follows: 
§ 1.303 Civil action under 35 U.S.C. §§ 145, 146, 306. 


(a) Any applicant or any owner of a patent involved in an ex 
parte reexamination proceeding filed under § 1.510 for a patent 
that issues from an original application filed in the United States 
before November 29, 1999, dissatisfied with the decision of the 
Board of Patent Appeals and Interferences, and any party to an 
interference dissatisfied with the decision of the Board of Patent 
Appeals and Interferences may, instead of appealing to the U.S. 
Court of Appeals for the Federal Circuit (§ 1.301), have remedy by 
civil action under 35 U.S.C. 145 or 146, as appropriate. Such civil 
action must be commenced within the time specified in § 1.304. 


(b) If an applicant in an ex parte case or an owner of a patent 
involved in an ex parte reexamination proceeding filed under § 
1.510 for a patent that issues from an original application filed in 
the United States before November 29, 1999, has taken an appeal 
to the U.S. Court of Appeals for the Federal Circuit, he or she 
thereby waives his or her right to proceed under 35 U.S.C. 145. 


ese ee * 


(d) For an ex parte reexamination proceeding filed under § 
1.510 for a patent that issues from an original application filed in 
the United States on or after November 29, 1999, and for an inter 
partes reexamination proceeding filed under § 1.913, no remedy 
by civil action under 35 U.S.C. 145 is available. 


18. Sections § 1.304(a)(1) and (a)(2) are proposed to be revised 
to read as follows: 


§ 1.304 Time for appeal or civil action. ~ 
(a)(1) The time for filing the notice of appeal to the U.S. Court 


of Appeals for the Federal Circuit (§ 1.302) or for commencing a 
civil action (§ 1.303) is two months from the date of the decision 
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of the Board of Patent Appeals and Interferences. If a request for 
rehearing or reconsideration of the decision is filed within the time 
period provided under § 1.197(b), § 1.658(b), or § 1.979(a), the 
time for filing an appeal or commencing a civil action shall expire 
two months after action on the request. In interferences the time 
for filing a cross-appeal or cross-action expires: 


(i) 14 days after service of the notice of appeal or the summons 
and complaint; or 


(ii) Two months after the date of decision of the Board of Patent 
Appeals and Interferences, whichever is later. 


(2) The time periods set forth in this section are not subject to 
the provisions of § 1.136, § 1.550(c), § 1.956, or § 1.645 (a) or (b). 


se ee * 


19. The heading for Subpart D is proposed to be revised to read 
as follows: 


Subpart D--Ex Parte Reexamination of Patents 


ese ee * 


20. Section § 1.501 is proposed to be amended by revising its 
heading and paragraph (a) to read as follows: 


§ 1.501 Citation of prior art in patent and ex parte reexami- 
nation files. 


(a) At any time during the period of enforceability of a patent, 
any person may cite to the Office in writing prior art consisting of 
patents or printed publications which that person states to be 
pertinent and applicable to the patent and believes to have a 
bearing on the patentability of any claim of the patent. If the 
citation is made by the patent owner, the explanation of pertinency 
and applicability may include an explanation of how the claims 
differ from the prior art. Such citations shall be entered in the 
patent file except as set forth in this section. Citations by the patent 
owner under § 1.555 and by an ex parte reexamination requester 
under either § 1.510 or § 1.535 will be entered in the reexamina- 
tion file during a reexamination proceeding. The entry in the patent 
file of citations submitted after the date of an order to reexamine 
pursuant to § 1.525 by persons other than the patent owner, or an 
ex parte reexamination requester under either § 1.510 or § 1.535, 
will be delayed until the reexamination proceeding has been 
terminated. See § 1.902 for processing of prior art citations in 
patent files and the reexamination file during an inter partes 
reexamination proceeding filed under § 1.913. 
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21. The undesignated center heading following § 1.501 is 
proposed to be revised to read as follows: 


Request for Ex Parte Reexamination 


22. Section § 1.510 is proposed to be amended by revising its 
heading and the text of paragraphs (a) and (b)(4) to read as 
follows: 


§ 1.510 Request for ex parte reexamination. 


(a) Any person may, at any time during the period of enforce- 
ability of a patent, file a request for an ex parte reexamination by 
the Office of any claim of the patent on the basis of prior art patents 
or printed publications cited under § 1.501. The request must be 
accompanied by the fee for requesting reexamination set in 
1.20(c)(1). 


(b) Any request for ex parte reexamination must include the 
following parts: 


*e eK 
(4) A copy of the entire patent including the front face, 


drawings, and specification/claims (in double column format) for 
which reexamination is requested, and a copy of any disclaimer, 
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certificate of correction, or reexamination certificate issued in the 
patent. All copies must have each page plainly written on only one 
side of a sheet of paper. 


** ee * 


23. Section § 1.515 is proposed to be revised to read as follows: 


§ 1.515 Determination of the request for ex parte reexamina- 
tion. 


(a) Within three months following the filing date of a request for 
an ex parte reexamination, an examiner will consider the request 
and determine whether or not a substantial new question of 
patentability affecting any claim of the patent is raised by the 
request and the prior art cited therein, with or without consider- 
ation of other patents or printed publications. The examiner's 
determination will be based on the claims in effect at the time of 
the determination and will become a part of the official file of the 
patent and will be mailed to the patent owner at the address as 
provided for in § 1.33(c) and to the person requesting reexamina- 
tion 


(b) Where no substantial new question of patentability has been 
found, a refund of a portion of the fee for requesting ex parte 
reexamination will be made to the requester in accordance with § 
1.26(c). 


(c) The requester may seek review by a petition to the Director 
under § 1.181 within one month of the mailing date of the 
examiner's determination refusing ex parte reexamination. Any 
such petition must comply with § 1.181(b). If no petition is timely 
filed or if the decision on petition affirms that no substantial new 
question of patentability has been raised, the determination shall 
be final and nonappealable. 


24. Section § 1.520 is proposed to be revised to read as follows: 
§ 1.520 Ex parte reexamination at the initiative of the Director. 


The Director, at any time during the period of enforceability of 
a patent, may determine whether or not a substantial new question 
of patentability is raised by patents or printed publications which 
have been discovered by the Director or which have been brought 
to the Director's attention even though no request for reexamina- 
tion has been filed in accordance with § 1.510 or § 1.913. The 
Director may initiate ex parte reexamination without a request for 
reexamination pursuant to § 1.510 or § 1.913. Normally requests 
from outside the Office that the Director undertake reexamination 
on his own initiative will not be considered. Any determination to 
initiate ex parte reexamination under this section will become a 
part of the official file of the patent and will be mailed to the patent 
owner at the address as provided for in § 1.33(c). 


25. The undesignated center heading following § 1.520 is 
proposed to be revised to read as follows: 


Ex Parte Reexamination 
26. Section § 1.525 is proposed to be revised to read as follows: 
§ 1.525 Order for ex parte reexamination. 


(a) If a substantiai new question of patentability is found 
pursuant to § 1.515 or § 1.520, the determination will include an 
order for ex parte reexamination of the patent for resolution of the 
question. If the order for ex parte reexamination resulted from a 
petition pursuant to § 1.515(c), the ex parte reexamination will 
ordinarily be conducted by an examiner other than the examiner 
responsible for the initial determination under § 1.515(a). 


(b) The notice published in the Official Gazette under § 1.11(c) 
will be considered to be constructive notice and ex parte reexami- 
nation will proceed. 


27. Section § 1.530 is proposed to be amended by revising its 
heading and paragraphs (a), (b), (c) and (d), introductory text, to 
read as follows: 
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§ 1.530 Statement by patent owner in ex parte reexamination; 
amendment by patent owner in ex parte reexamination or inter 
partes reexamination. 


(a) Except as provided in § 1.510(e), no statement or other 
response by the patent owner in an ex parte reexamination 
proceeding shall be filed prior to the determinations made in 
accordance with § 1.515 or § !.520. If a premature statement or 
other response is filed by the patent owner it will not be 
acknowledged or considered in making the determination. 


(b) The order for ex parte reexamination will set a period of not 
less than two months from the date of the order within which the 
patent owner may file a statement on the new question of 
patentability including any proposed amendmenis the patent 
owner wishes to make. 


(c) Any statement filed by the patent owner shall cleariy point 
out why the subject matter as claimed is not anticipated or 
rendered obvious by the prior art patents or printed publications, 
either alone or in any reasonable combinations. Where the reex- 
amination request was filed by a third-party requester, any state 
ment filed by the patent owner must be served upon the ex parte 
reexamination requester in accordance with § 1.248 


(d) Amendments in reexamination proceedings. Amendments in 
both ex parte and inter partes reexamination proceedings are made 
by filing a paper, in compliance with paragraph (d)(5) of this 
section, directing that specified amendments be made. 
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28. Section § 1.535 is proposed to be revised to read as follows: 


§ 1.535 Reply by third-party requester in ex parte reexamina- 
tion. 


A reply to the patent owner’s statement under § 1.530 may be 
filed by the ex parte reexamination requester within two months 
from the date of service of the patent owner’s statement. Any reply 
by the ex parte requester must be served upon the patent owner in 
accordance with § 1.248. If the patent owner does not file a 
statement under § 1.530, no reply or other submission from the ex 
parte reexamination requester will be considered. 


29. Section § 1.540 is proposed to be revised to read as follows: 
§ 1.540 Consideration of responses in ex parte reexamination. 


The failure to timely file or serve the documents set forth in § 
1.530 or in § 1.535 may result in their being refused consideration. 
No submissions other than the statement pursuant to § 1.530 and 
the reply by the ex parte reexamination requester pursuant to § 
1.535 will be considered prior to examination. 


30. Section § 1.550 is proposed to be revised to read as follows: 
§ 1.550 Conduct of ex parte reexamination proceedings. 


(a) All ex parte reexamination proceedings, including any 
appeals to the Board of Patent Appeals and Interferences, will be 
conducted with special dispatch within the Office. After issuance 
of the ex parte reexamination order and expiration of the time for 
submitting any responses thereto, the examination will be con- 
ducted in accordance with § 1.104 through § 1.116, and will result 
in the issuance of an ex parte reexamination certificate under § 
1.570. 


(b) The patent owner in an ex parte reexamination proceeding 
will be given at least thirty days to respond to any Office action. 
Such response may include further statements in response to any 
rejections or proposed amendments or new claims to place the 
patent in a condition where all claims, if amended as proposed, 
would be patentable. 


(c) The time for taking any action by a patent owner in an ex 
parte reexamination proceeding will be extended only for suffi- 
cient cause and for a reasonable time specified. Any request for 
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such extension must be filed on or before the day on which action 
by the patent owner is due, but in no case will the mere filing of 
a request affect any extension. See § 1.304(a) for extensions of 
time for filing a notice of appeal to the U.S. Court of Appeals for 
the Federal Circuit or for commencing a civil action. 


(d) If the patent owner fails to file a timely and appropriate 
response to any Office action or any written statement of an 
interview required under § 1.560(b), the ex parte reexamination 
proceeding will be terminated and the Director will proceed to 
issue a certificate under § 1.570 in accordance with the last action 
of the Office. 


(e) If a response by the patent owner is not timely filed in the 
Office, 


(1) The delay in filing such response may be excused if it is 
shown to the satisfaction of the Director that the delay was 
unavoidable; a petition to accept an unavoidably delayed response 
must be filed in compliance with § 1.137(a); or 


(2) The response may nevertheless be accepted if the delay was 
unintentional; a petition to accept an unintentionally delayed 
response must be filed in compliance with § 1.137(b). 


(f) The reexamination requester will be sent copies of Office 
actions issued during the ex parte reexamination proceeding. After 
filing of a request for ex parte reexamination by a third-party 
requester, any document filed by either the patent owner or the 
third-party requester must be served on the other party in the 
reexamination proceeding in the manner provided by § 1.248. The 
document must reflect service or the document may be refused 
consideration by the Office. 


(g) The active participation of the ex parte reexamination 
requester ends with the reply pursuant to § 1.535, and no further 
submissions on behalf of the reexamination requester will be 
acknowledged or considered. Further, no submissions on behalf of 
any third parties will be acknowledged or considered unless such 
submissions are: 


(1) In accordance with § 1.510 or § 1.535; or 


(2) Entered in the patent file prior to the date of the order for ex 
parte reexamination pursuant to § 1.525. 


(h) Submissions by third parties, filed after the date of the order 
for ex parte reexamination pursuant to § 1.525, must meet the 
requirements of and will be treated in accordance with § 1.501(a). 


31. Section § 1.552 is proposed to be revised to read as follows: 


§ 1.552 Scope of reexamination in ex parte reexamination 
proceedings. 


(a) Claims in an ex parte reexamination proceeding will be 
examined on the basis of patents or printed publications and, with 
respect to subject matter added or deleted in the reexamination 
proceeding, on the basis of the requirements of 35 U.S.C. 112. 


(b) Claims in an ex parte reexamination proceeding will not be 
permitted to enlarge the scope of the claims of the patent. 


(c) Issues other than those indicated in paragraphs (a) and (b) of 
this section will not be resolved in a reexamination proceeding. If 
such issues are raised by the patent owner or third-party requester 
during a reexamination proceeding, the existence of such issues 
will be noted by the examiner in the next Office action, in which 
case the patent owner may desire to consider the advisability of 
filing a reissue application to have such issues considered and 
resolved. 


32. Section § 1.555 is proposed to be amended by revising its 
heading to read as follows: 


§ 1.555 Information material to patentability in ex parte 
reexamination and inter partes reexamination proceedings. 
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33. Section § 1.560 is proposed to be revised to read as follows: 
§ 1.560 Interviews in ex parte reexamination proceedings. 


(a) Interviews in ex parte reexamination proceedings pending 
before the Office between examiners and the owners of such 
patents or their attorneys or agents of record must be conducted in 
the Office at such times, within Office hours, as the respective 
examiners may designate. Interviews will not be permitted at any 
other time or place without the authority of the Director. Inter- 
views for the discussion of the patentability of claims in patents 
involved in ex parte reexamination proceedings will not be 
conducted prior to the first official action thereon. Interviews 
should be arranged for in advance. Requests that reexamination 
requesters participate in interviews with examiners will not be 
granted. 


(b) In every instance of an interview with an examiner in an ex 
parte reexamination proceeding, a complete written statement of 
the reasons presented at the interview as warranting favorable 
action must be filed by the patent owner. An interview does not 
remove the necessity for response to Office actions as specified in 
§ 1.111. Patent owner’s response to an outstanding Office action 
after the interview does not remove the necessity for filing the 
written statement. The written statement must be filed as a separate 
part of a response to an Office action outstanding at the time of the 
interview, Or as a separate paper within one month from the date of 
the interview, whichever is later. 


34. Section § 1.565 is proposed to be revised to read as follows: 


§ 1.565 Concurrent office proceedings which include an ex 
parte reexamination proceeding. 


(a) In an ex parte reexamination proceeding before the Office, 
the patent owner shall call the attention of the Office to any prior 
or concurrent proceedings in which the patent is or was involved 
such as an interference, reissue, ex parte reexamination, inter 
partes reexamination, or litigation and the results of such proceed- 
ings. See § 1.985 for notification of prior or concurrent proceed- 
ings in an inter partes reexamination proceeding. 


(b) If a patent in the process of ex parte reexamination is or 
becomes involved in litigation, the Director shall determine 
whether or not to suspend the reexamination. See § 1.987 for inter 
partes reexamination proceedings. 


(c) If ex parte reexamination is ordered while a prior ex parte 
reexamination proceeding is pending and prosecution has not been 
terminated, the ex parte reexamination proceedings will be con- 
solidated and result in the issuance of a single certificate under § 
1.570. For merger of inter partes reexamination proceedings, see 
§ 1.989(a). For merger of ex parte reexamination and inter partes 
reexamination proceedings, see § 1.989(b). 


(d) If a reissue application and an ex parte reexamination 
proceeding on which an order pursuant to § 1.525 has been mailed 
are pending concurrently on a patent, a decision will normally be 
made to merge the two proceedings or to suspend one of the two 
proceedings. Where merger of a reissue application and an ex parte 
reexamination proceeding is ordered, the merged examination will 
be conducted in accordance with § 1.171 through § 1.179 and the 
patent owner will be required to place and maintain the same 
claims in the reissue application and the ex parte reexamination 
proceeding during the pendency of the merged proceeding. The 
examiner’s actions and responses by the patent owner in a merged 
proceeding will apply to both the reissue application and the ex 
parte reexamination proceeding and be physically entered into 
both files. Any ex parte reexamination proceeding merged with a 
reissue application shall be terminated by the grant of the reissued 
patent. For merger of a reissue application and an inter partes 
reexamination, see § 1.991. 


(e) If a patent in the process of ex parte reexamination is or 
becomes involved in an interference, the Director may suspend the 
reexamination or the interference. The Director will not consider a 
request to suspend an interference unless a motion (§ 1.635) to 
suspend the interference has been presented to, and denied by, an 
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administrative patent judge and the request is filed within ten (10) 
days of a decision by an administrative patent judge denying the 
motion for suspension or such other time as the administrative 
patent judge may set. For concurrent infer partes reexamination 
and interference of a patent, see § 1.993. 


35. The undesignated center heading following § 1.565 is 
proposed to be revised to read as follows: 


Ex Parte Reexamination Certificate 
36. Section § 1.570 is proposed to be revised to read as follows: 


§ 1.570 Issuance of ex parte reexamination certificate after ex 
parte reexamination proceedings. 


(a) Upon the conclusion of ex parte reexamination proceedings, 
the Director will issue an ex parte reexamination certificate in 
accordance with 35 U.S.C. § 307 setting forth the results of the ex 
parte reexamination proceeding and the content of the patent 
following the ex parte reexamination proceeding. 


(b) An ex parte reexamination certificate will be issued in each 
patent in which an ex parte reexamination proceeding has been 
ordered under § 1.525 and has not been merged with any inter 
partes reexamination proceeding pursuant to § 1.989(a). Any 
statutory disclaimer filed by the patent owner will be made part of 
the ex parte reexamination certificate. 


(c) The ex parte reexamination certificate will be mailed on the 
day of its date to the patent owner at the address as provided for 
in § 1.33(c). A copy of the ex parte reexamination certificate will 
also be mailed to the requester of the ex parte reexamination 
proceeding 


(d) If an ex parte reexamination certificate has been issued 
which cancels all of the claims of the patent, no further Office 
proceedings will be conducted with regard to that patent or any 
reissue applications or any reexamination requests relating thereto. 


(e) If the ex parte reexamination proceeding is terminated by the 
grant of a reissued patent as provided in § 1.565(d), the reissued 
patent will constitute the ex parte reexamination certificate re- 
quired by this section and 35 U.S.C. § 307. 


(f) A notice of the issuance of each ex parte reexamination 
certificate under this section will be published in the Official 
Gazette on its date of issuance. 


37. Subpart H is proposed to be added to read as follows: 


Subpart H-/nter Partes Reexamination of Patents Prior Art 
Citations 


Sec 

§ 1.902 Processing of prior art citations during an inter partes 
reexamination proceeding. 

Requirements for Inter partes Reexamination Proceedings 

§ 1.903 Service of papers on parties in inter partes reexamina- 
tion. 

§ 1.904 Notice of inter partes reexamination in Official Gazette. 

§ 1.905 Submission of papers by public in inter partes reex- 
amination. 

§ 1.906 Scope of reexamination in inter partes reexamination 
proceeding. 

§ 1.907 Inter partes reexamination prohibited. 

§ 1.913 Persons eligible to file request for inter partes reexami- 
nation. 

§ 1.915 Content of request for inter partes reexamination. 

§ 1.919 Filing date of request for inter partes reexamination. 

§ 1.923 Examiner’s determination on the request for inter partes 
reexamination. 

§ 1.925 Partial refund if request for inter partes reexamination 
is not ordered. 

§ 1.927 Petition to review refusal to order inter partes reexami- 
nation. 

Inter Partes Reexamination of Patents 

§ 1.931 Order for inter partes reexamination. 
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Information Disclosure in Inter Partes Reexamination 

§ 1.933 Patent owner duty of disclosure in inter partes reex- 
amination proceedings. 

Office Actions and Responses (Before the Examiner) in /nter 
partes Reexamination 

§ 1.935 Initial Office action usually accompanies order for inter 
partes reexamination. 

§ 1.937 Conduct of inter partes reexamination 

§ 1.939 Unauthorized papers in inter partes reexamination. 

§ 1.941 Amendments by patent owner in inter partes reexami- 
nation. 

§ 1.943 Requirements of responses, written comments, and 
briefs in inter partes reexamination. 

§ 1.945 Response to Office action by patent owner in inter 
partes reexamination. 

§ 1.947 Comments by third-party requester to patent owner’s 
response in inter partes reexamination. 

§ 1.948 Limitations on submission of prior art by third-party 
requester following the order for inter partes reexamination 

§ 1.949 Examiner’s Office action closing prosecution in inter 
partes reexamination 

§ 1.951 Options after Office action closing prosecution in inter 
partes reexamination. 

§ 1.953 Examiner’s Right of Appeal Notice in inter partes 
reexamination. 

Interviews Prohibited in /nter Partes Reexamination 

§ 1.955 Interviews prohibited in inter partes reexamination 
proceedings. 

Extensions of Time, Termination of Proceedings, and Peti- 
tions to Revive in Inter Partes Reexamination 

§ 1.956 Patent owner extensions of time in inter partes 
reexamination. 

§ 1.957 Failure to file a timely, appropriate or complete response 
or comment in infer partes reexamination. 

§ 1.958 Petition to revive terminated inter partes reexamination 
or claims terminated for lack of patent owner response. 

Appeal to the Board of Patent Appeals and Interferences in 
Inter Partes Reexamination 

§ 1.959 Notice of appeal and cross appeal to Board of Patent 
Appeals and Interferences in inter partes reexamination. 

§ 1.961 Jurisdiction over appeal in inter partes reexamination. 

§ 1.962 Appellant and respondent in inter partes reexamination 
defined. 

§ 1.963 Time for filing briefs in inter partes reexamination. 

§ 1.965 Appellant brief in inter partes reexamination. 

§ 1.967 Respondent brief in inter partes reexamination. 

§ 1.969 Examiner’s answer in inter partes reexamination. 

§ 1.971 Rebuttal brief in inter partes reexamination. 

§ 1.973 Oral hearing in inter partes reexamination. 

§ 1.975 Affidavits or declarations after appeal in inter partes 
reexamination. 

§ 1.977 Decision by the Board of Patent Appeals and Interfer- 
ences; remand to examiner in inter partes reexamination. 

§ 1.979 Action following decision by the Board of Patent 
Appeals and Interferences or dismissal of appeal in inter partes 
reexamination. 

§ 1.981 Reopening after decision by the Board of Patent 
Appeals and Interferences in inter partes reexamination. 

Patent Owner Appeal to the United States Court of Appeals 
for the Federal Circuit in Inter Partes Reexamination 

§ 1.983 Patent owner appeal to the United States Court of 
Appeals for the Federal Circuit in inter partes reexamination. 

Concurrent Proceedings Involving Same Patent in Inter 
Partes Reexamination 

§ 1.985 Notification of prior or concurrent proceedings in inter 
partes reexamination. 

§ 1.987 Suspension of inter partes reexamination proceeding 
due to litigation. 

§ 1.989 Merger of concurrent reexamination proceedings. 

§ 1.991 Merger of concurrent reissue application and inter 
partes reexamination proceeding. 

§ 1.993 Suspension of concurrent interference and inter partes 
reexamination proceeding. 

§ 1.995 Third-party requester’s participation rights preserved in 
merged proceeding. 

Reexamination Certificate in Inter Partes Reexamination 

§ 1.997 Issuance of inter partes reexamination certificate. 
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Prior Art Citations 


§ 1.902 Processing of prior art citations during an inter partes 
reexamination proceeding. 


Citations by the patent owner in accordance with § 1.933 and by 
an inter partes reexamination third-party requester under § 1.915 
or § 1.948 will be entered in the inter partes reexamination file. 
The entry in the patent file of other citations submitted after the 
date of an order for reexamination pursuant to § 1.931 by persons 
other than the patent owner, or the third-party requester under 
either § 1.915 or § 1.948, will be delayed until the inter partes 
reexamination proceeding has been terminated. 


Requirements for Inter Partes Reexamination Proceedings 


§ 1.903 Service of papers on parties in inter partes reexamina- 
tion. 


The patent owner and the third-party requester will be sent 
copies of Office actions issued during the inter partes reexamina- 
tion proceeding. After filing of a request for inter partes reexami- 
nation by a third-party requester, any document filed by either the 
patent owner or the third-party requester must be served on every 
other party in the reexamination proceeding in the manner pro- 
vided in § 1.248. Any document must reflect service or the 
document may be refused consideration by the Office. The failure 
of the patent owner or the third-party requester to serve documents 
may result in their being refused consideration. 


§ 1.904 Notice of inter partes reexamination in Official Gazette. 


A notice of the filing of an inter partes reexamination request 
will be published in the Official Gazette. The notice published in 
the Official Gazette under § 1.11(c) will be considered to be 
constructive notice of the inter partes reexamination proceeding 
and inter partes reexamination will proceed. 


§ 1.905 Submission of papers by public in inter partes reex- 
amination. 


Unless specifically provided for, no submissions on behalf of 
any third parties other than third-party requesters as defined in 35 
U.S.C. 100(e) will be considered unless such submissions are in 
accordance with § 1.915 or entered in the patent file prior to the 
date of the order for reexamination pursuant to § 1.931. Submis- 
sions by third parties, other than third-party requesters, filed after 
the date of the order for reexamination pursuant to § 1.931, must 
meet the requirements of § 1.501 and will be treated in accordance 
with § 1.902. Submissions which do not meet the requirements of 
§ 1.501 will be returned. 


§ 1.906 Scope of reexamination in inter partes reexamination 
proceeding. 


(a) Claims in an inter partes reexamination proceeding will be 
examined on the basis of patents or printed publications and, with 
respect to subject matter added or deleted in the reexamination 
proceeding, on the basis of the requirements of 35 U.S.C. § 112. 


(b) Claims in an inter partes reexamination proceeding will not 
be permitted to enlarge the scope of the claims of the patent. 


(c) Issues other than those indicated in paragraphs (a) and (b) of 
this section will not be resolved in an inter partes reexamination 
proceeding. If such issues are raised by the patent owner or the 
third-party requester during a reexamination proceeding, the ex- 
istence of such issues will be noted by the examiner in the next 
Office action, in which case the patent owner may desire to 
consider the advisability of filing a reissue application to have such 
issues considered and resolved. 


§ 1.907 Inter partes reexamination prohibited. 


(a) Once an order to reexamine has been issued under § 1.931, 
neither the third-party requester, nor its privies, may file a 
subsequent request for inter partes reexamination of the patent 
until an inter partes reexamination certificate is issued under § 
1.997, unless authorized by the Director. 
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(b) Once a final decision has been entered against a party in a 
civil action arising in whole or in part under 28 U.S.C. 1338 that 
the party has not sustained its burden of proving invalidity of any 
patent claim in suit, then neither that party nor its privies may 
thereafter request inter partes reexamination of any such patent 
claim on the basis of issues which that party, or its privies, raised 
or could have raised in such civil action, and an inter partes 
reexamination requested by that party, or its privies, on the basis of 
such issues may not thereafter be maintained by the Office. 


(c) If a final decision in an inter partes reexamination proceed- 
ing instituted by a third-party requester is favorable to patentability 
of any original, proposed amended, or new claims of the patent, 
then neither that party nor its privies may thereafter request inter 
partes reexamination of any such patent claims on the basis of 
issues which that party, or its privies, raised or could have raised 
in such inter partes reexamination proceeding. 


§ 1.913 Persons eligible to file request for inter partes reexami- 
nation. 


Except as provided for in § 1.907, any person other than the 
patent owner or its privies may, at any time during the period of 
enforceability of a patent which issued from an original applica- 
tion filed in the United States on or after November 29, 1999, file 
a request for inter partes reexamination by the Office of any claim 
of the patent on the basis of prior art patents or printed publications 
cited under § 1.501. 


§ 1.915 Content of request for inter partes reexamination. 


(a) The request must be accompanied by the fee for requesting 
inter partes reexamination set in § 1.20(c)(2). 


(b) A request for inter partes reexamination must include the 
following parts: 


(1) An identification of the patent by patent number and every 
claim for which reexamination is requested. 


(2) A citation of the patents and printed publications which are 
presented to provide a substantial new question of patentability. 


(3) A statement pointing out each substantial new question of 
patentability based on the cited patents and printed publications, 
and a detailed explanation of the pertinency and manner of 
applying the patents and printed publications to every claim for 
which reexamination is requested. 


(4) A copy of every patent or printed publication relied upon or 
referred to in paragraphs (b)(1)-(3) of this section, accompanied by 
an English language translation of all the necessary and pertinent 
parts of any non-English language document. 


(5) A copy of the entire patent including the front face, 
drawings, and specification/claims (in double column format) for 
which reexamination is requested, and a copy of any disclaimer, 
certificate of correction, or reexamination certificate issued in the 
patent. All copies must have each page plainly written on only one 
side of a sheet of paper. 


(6) A certification by the third-party requester that a copy of the 
request has been served in its entirety on the patent owner at the 
address as provided for in § 1.33(c). The name and address of the 
party served must be indicated. If service was not possible, a 
duplicate copy of the request must be supplied to the Office. 


(7) A certification by the third-party requester that the estoppel 
provisions of § 1.907 do not prohibit the inter partes reexamina- 
tion. 


(8) A statement identifying the real party in interest to the extent 
necessary for a subsequent person filing an inter partes reexami- 
nation request to determine whether that person is a privy. 
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(c) If an inter partes request is filed by an attorney or agent 
identifying another party on whose behalf the request is being 
filed, the attorney or agent must have a power of attorney from that 
party or be acting in a representative capacity pursuant to § 
1.34(a). 


(d) If the inter partes request does not meet all the requirements 
of § 1.915(b), the person identified as requesting inter partes 
reexamination may be so notified and given an opportunity to 
complete the formal requirements of the request within a specified 
time. Failure to comply with the notice may result in the inter 
partes reexamination proceeding being vacated. 


§ 1.919 Filing date of request for inter partes reexamination. 


(a) The filing date of a request for inter partes reexamination is 
the date on which the request satisfies the fee requirement of § 
1.915(a). 


(b) If the request is not granted a filing date, the request will be 
placed in the patent file as a citation of prior art if it complies with 
the requirements of § 1.501. 


§ 1.923 Examiner’s determination on the request for inter 
partes reexamination. 


Within three months following the filing date of a request for 
inter partes reexamination under § 1.919, the examiner will 
consider the request and determine whether or not a substantial 
new question of patentability affecting any claim of the patent is 
raised by the request and the prior art citation. The examiner’s 
determination will be based on the claims in effect at the time of 
the determination and will become a part of the official file of the 
patent and will be mailed to the patent owner at the address as 
provided for in § 1.33(c) and to the third-party requester. If the 
examiner determines that no substantial new question of patent- 
ability is present, the examiner shall refuse the request and shall 
not order infer partes reexamination. 


§ 1.925 Partial refund if request for inter partes reexamination 
is not ordered. 


Where inter partes reexamination is not ordered, a refund of a 
portion of the fee for requesting inter partes reexamination will be 
made to the requester in accordance with § 1.26(c). 


§ 1.927 Petition to review refusal to order inter partes reexami- 
nation. 


The third-party requester may seek review by a petition to the 
Director under § 1.181 within one month of the mailing date of the 
examiner's determination refusing to order inter partes reexami- 
nation. Any such petition must comply with § 1.181(b). If no 
petition is timely filed, or if the decision on petition affirms that no 
substantial new question of patentability has been raised, the 
determination shall be final and nonappealable. 


Inter Partes Reexamination of Patents 
§ 1.931 Order for inter partes reexamination. 

(a) If a substantial new question of patentability is found, the 
determination will include an order for inter partes reexamination 
of the patent for resolution of the question. 

(b) If the order for inter partes reexamination resulted from a 
petition pursuant to § 1.927, the inter partes reexamination will 
ordinarily be conducted by an examiner other than the examiner 
responsible for the initial determination under § 1.923. 


Information Disclosure in inter partes Reexamination 


§ 1.933 Patent owner duty of disclosure in inter partes reex- 
amination proceedings. 


(a) Each individual associated with the patent owner in an inter 
partes reexamination proceeding has a duty of candor and good 
faith in dealing with the Office, which includes a duty to disclose 
to the Office all information known to that individual to be material 
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to patentability in a reexamination proceeding as set forth in § 
1.555(a) and (b). The duty to disclose all information known to be 
material to patentability in an inter partes reexamination proceed- 
ing is deemed to be satisfied by filing a paper in compliance with 
the requirements set forth in § 1.555(a) and (b). 


(b) The responsibility for compliance with this section rests 
upon the individuals designated in paragraph (a) of this section, 
and no evaluation will be made by the Office in the reexamination 
proceeding as to compliance with this section. If questions of 
compliance with this section are discovered during a reexamina- 
tion proceeding, they will be noted as unresolved questions in 
accordance with § 1.906(c). 


Office Actions and Responses (Before the Examiner) in inter 
partes Reexamination 


§ 1.935 Initial Office action usually accompanies order for inter 
partes reexamination. 


The order for inter partes reexamination will usually be 
accompanied by the initial Office action on the merits of the 
reexamination. 


§ 1.937 Conduct of inter partes reexamination. 


(a) All inter partes reexamination proceedings, including any 
appeals to the Board of Patent Appeals and Interferences, will be 
conducted with special dispatch within the Office, unless the 
Director makes a determination that there is good cause for 
suspending the reexamination proceeding. 


(b) The inter partes reexamination proceeding will be conducted 
in accordance with § 1.104 through § 1.116, the sections governing 
the application examination process, and will result in the issuance 
of an inter partes reexamination certificate under § 1.997, except 
as otherwise provided. 


(c) All communications between the Office and the parties to the 
inter partes reexamination which are directed to the merits of the 
proceeding must be in writing and filed with the Office for entry 
into the record of the proceeding. 


§ 1.939 Unauthorized papers in inter partes reexamination. 


(a) If an unauthorized paper is filed by any party at any time 
during the inter partes reexamination proceeding it will not be 
considered and may be returned. 


(b) Unless otherwise authorized, no paper shall be filed prior to 
the initial Office action on the merits of the inter partes reexami- 
nation. 


§ 1.941 Amendments by patent owner in inter partes reexami- 
nation. 


Amendments by patent owner in inter partes reexamination 
proceedings are made by filing a paper in compliance with § 
1.530(d) and § 1.943. 


§ 1.943 Requirements of responses, written comments, and 
briefs in inter partes reexamination. 


(a) The form of responses, written comments, briefs, appendi- 
ces, and other papers must be in accordance with the requirements 
of § 1.530(d)(5). 


(b) Responses by the patent owner and written comments by the 
third-party requester shall not exceed SO pages in length, excluding 
amendments, appendices of claims, and reference materials such 
as prior art references. 


(c) Appellant briefs by the patent owner and the third-party 
requester shall not exceed 30 pages or 14,000 words in length, 
excluding appendices of claims and reference materials such as 
prior art references. All other briefs by any party shall not exceed 
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15 pages in length or 7,000 words. If the page limit for any brief 
is exceeded, a certificate is required stating the number of words 
contained in the brief. 


§ 1.945 Response to Office action by patent owner in inter 
partes reexamination. 


The patent owner will be given at least 30 days to file a response 
to any Office action on the merits of the inter partes reexamina- 
tion. § 1.947 Comments by third-party requester to patent owner's 
response in inter partes reexamination. 


Each time the patent owner files a response to an Office action 
on the merits, a third-party requester may once file written 
comments within a period of 30 days from the date of service of 
the patent owner’s response. These comments shall be limited to 
issues raised by the Office action or the patent owner’s response. 
The time for submitting comments by the third-party requester 
may not be extended. 


§ 1.948 Limitations on submission of prior art by third-party 
requester following the order for inter partes reexamination. 


After the inter partes reexamination order, the third-party 
requester may only cite additional prior art as defined under § 
1.501 if it is filed as part of a comments submission under § 1.947, 
§ 1.951(a) and § 1.951(d), and is limited to prior art: 


(a) Which is necessary to rebut a finding of fact by the examiner; 


(b) Which is necessary to rebut a response of the patent owner; 
or, 


(c) Which became known or available to the third-party re- 
quester after the filing of the request for inter partes reexamination 
proceeding where a discussion of the pertinency of each reference 
to the patentability of at least one claim is included. Prior art 
submitted under this paragraph (c) must be accompanied by a 
statement as to when the prior art first became known or available 
to the third-party requester. 


§ 1.949 Examiner’s Office action closing prosecution in inter 
partes reexamination. 


Upon consideration of the issues a second or subsequent time, or 
upon allowance of all claims, the examiner shall issue an Office 
action treating all claims present in the inter partes reexamination, 
which may be an action closing prosecution. The Office action 
shall set forth all rejections and determinations not to make a 
proposed rejection, and the grounds therefor. An Office action will 
not usually close prosecution if it includes a new ground of 
rejection which was not previously addressed by the patent owner, 
unless the new ground was necessitated by an amendment. 


§ 1.951 Options after Office action closing prosecution in inter 
partes reexamination. 


(a) After an action closing prosecution in an inter partes 
reexamination, a third-party requester may once file comments 
limited to the issues raised in the Office action closing prosecution. 
Such comments must be filed within the time set for response in 
the Office action closing prosecution. 


(b) When a third-party requester does file comments, the patent 
owner may once file comments responsive to the third-party 
requester’s comments within 30 days from the date of service of 
the third-party requester’s comments on the patent owner. 


(c) After an Office action closing prosecution in an inter partes 
reexamination, the patent owner may once file comments limited 
to the issues raised in the Office action closing prosecution. The 
comments can include a proposed amendment to the claims, which 
amendment will be subject to the criteria of § 1.116 as to whether 
or not it shall be admitted. The comments must be filed within the 
time set for response in the Office action closing prosecution. 
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(d) When the patent owner does file comments, a third-party 
requester may once file comments responsive to the patent owner’s 
comments within 30 days from the date of service of patent 
owner’s comments on the third-party requester. 


§ 1.953 Examiner’s Right of Appeal Notice in inter partes 
reexamination. 


(a) Upon considering the comments of the patent owner and the 
third-party requester subsequent to the Office action closing 
prosecution in an inter partes reexamination, or upon expiration of 
the time for submitting such comments, the examiner shall issue a 
Right of Appeal Notice, unless the examiner reopens prosecution 
and issues another Office action on the merits. 


(b) Expedited Right of Appeal Notice: At any time after the 
patent owner’s response to the initial Office action on the merits in 
an inter partes reexamination, the patent owner and all third-party 
requesters may stipulate that the issues are appropriate for a final 
action, which would include a final rejection and/or a final 
determination favorable to patentability, and may request the 
issuance of a Right of Appeal Notice. The request must have the 
concurrence of the patent owner and all third-party requesters 
present in the proceeding and must identify all the appealable 
issues, and the positions of the patent owner and all third-party 
requesters on those issues. If the examiner determines that no other 
issues are present or should be raised, a Right of Appeal Notice 
limited to the identified issues shall be issued. Any appeal by the 
parties shall be conducted in accordance with § 1.959-§ 1.983. 


(c) The Right of Appeal Notice shall be a final action, which 
includes a final rejection setting forth each ground of rejection 
and/or final decision favorable to patentability including each 
determination not to make a proposed rejection, an identification 
of the status of each claim, and the reasons for decisions favorable 
to patentability and/or the grounds of rejection for each claim. No 
amendment can be made in response to the Right of Appeal 
Notice. The Right of Appeal Notice shall set a one-month time 
period for either party to appeal. If no notice of appeal is filed, the 
inter partes reexamination proceeding will be terminated, and the 
Director will proceed to issue a certificate under § 1.997 in 
accordance with the Right of Appeal Notice. 


Interviews Prohibited in Jnter Partes Reexamination 


§ 1.955 Interviews prohibited in inter partes reexamination 
proceedings. 


There will not be any interviews in an inter partes reexamina- 
tion proceeding which discuss the merits of the proceeding. 


EXTENSIONS OF TIME, TERMINATION OF PROCEEDINGS, 
AND PETITIONS TO REVIVE IN INTER PARTES REEXAMI- 
NATION 


§ 1.956 Patent owner extensions of time in inter partes reex- 
amination. 


The time for taking any action by a patent owner in an inter 
partes reexamination proceeding will be extended only for suffi- 
cient cause and for a reasonable time specified. Any request for 
such extension must be filed on or before the day on which action 
by the patent owner is due, but in no case will the mere filing of 
a request effect any extension. See § 1.304(a) for extensions of 
time for filing a notice of appeal to the U.S. Court of Appeals for 
the Federal Circuit. 


§ 1.957 Failure to file a timely, appropriate or complete 
response or comment in inter partes reexamination. 


(a) If the third-party requester files an untimely or inappropriate 
comment, notice of appeal or brief in an inter partes reexamina- 
tion, the paper will be refused consideration. 
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(b) If no claims are found patentable, and the patent owner fails 
to file a timely and appropriate response in an inter partes 
reexamination proceeding, the reexamination proceeding will be 
terminated and the Director will proceed to issue a certificate 
under § 1.997 in accordance with the last action of the Office. 


(c) If claims are found patentable, and the patent owner fails to 
file a timely and appropriate response to any Office action in an 
inter partes reexamination proceeding, further prosecution will be 
limited to the claims found patentable at the time of the failure to 
respond, and to any claims added thereafter which do not expand 
the scope of the claims which were found patentable at that time. 


(d) When action by the patent owner is a bona fide attempt to 
respond and to advance the prosecution, and is substantially a 
complete response to the Office action, but consideration of some 
matter or compliance with some requirement has been inadvert- 
ently omitted, an opportunity to explain and supply the omission 
may be given. 


§ 1.958 Petition to revive terminated inter partes reexamination 
or claims terminated for lack of patent owner response. 


(a) If a response by the patent owner is not timely filed in the 
Office, the delay in filing such response may be excused if it is 
shown to the satisfaction of the Director that the delay was 
unavoidable. A petition to accept an unavoidably delayed response 
must be filed in compliance with § 1.137(a). 


(b) Any response by the patent owner not timely filed in the 
Office may nevertheless be accepted if the delay was unintentional. 
A petition to accept an unintentionally delayed response must be 
filed in compliance with § 1.137(b). 


Appeal to the Board of Patent Appeals and Interferences in /nter 
Partes Reexamination 


§ 1.959 Notice of appeal and cross appeal to Board of Patent 
Appeals and Interferences in inter partes reexamination. 


(a)(1) Upon the issuance of a Right of Appeal Notice under § 
1.953, the patent owner involved in an inter partes reexamination 
proceeding may appeal to the Board of Patent Appeals and 
Interferences with respect to the final rejection of any claim of the 
patent by filing a notice of appeal within the time provided in the 
Right of Appeal Notice and paying the fee set forth in § 1.17(b). 


(2) Upon the issuance of a Right of Appeal Notice under § 
1.953, a third-party requester involved in an inter partes reexami- 
nation proceeding may appeal to the Board of Patent Appeals and 
Interferences with respect to any final decision favorable to the 
patentability, including any final determination not to make a 
proposed rejection, of any original or proposed amended or new 
claim of the patent by filing a notice of appeal within the time 
provided in the Right of Appeal Notice and paying the fee set forth 
in § 1.17(b). 


(b)(1) Within fourteen days of service of a third-party request- 
er’s notice of appeal under paragraph (a)(2) of this section, and 
upon payment of the fee set forth in § 1.17(b), a patent owner who 
has not filed a notice of appeal may file a notice of cross appeal 
with respect to the final rejection of any claim of the patent. 


(2) Within fourteen days of service of a patent owner’s notice of 
appeal under paragraph (a)(1) of this section, and upon payment of 
the fee set forth in § 1.17(b), a third-party requester who has not 
filed a notice of appeal may file a notice of cross appeal with 
respect to any final decision favorable to the patentability, includ- 
ing any final determination not to make a proposed rejection, of 
any original or proposed amended or new claim of the patent. 


(c) The notice of appeal or cross appeal in an inter partes 
reexamination proceeding must identify the claim(s) with respect 
to which an appeal is being taken, and must be signed by the patent 
owner or third-party requester, or their duly authorized attorney or 
agent. 
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(d) An appeal or cross appeal when taken must be taken from all 
the rejections of the claims under rejection in a Right of Appeal 
Notice which the patent owner proposes to contest, or from all the 
determinations favorable to patentability, including any final 
determination not to make a proposed rejection, in a Right of 
Appeal Notice which a third-party requester proposes to contest. 
Questions relating to matters not affecting the merits of the 
invention may be required to be settled before an appeal is 
decided. 


(e) The times for filing a notice of appeal or cross-appeal may 
not be extended. 


§ 1.961 Jurisdiction over appeal in inter partes reexamination. 


Jurisdiction over the inter partes reexamination proceeding 
passes to the Board of Patent Appeals and Interferences upon 
transmittal of the file, including all briefs and examiner’s answers, 
to the Board of Patent Appeals and Interferences. Prior to the entry 
of a decision on the appeal, the Director may sua sponte order the 
inter partes reexamination proceeding remanded to the examiner, 
for action consistent with the Director’s order. 


§ 1.962 Appellant and respondent in inter partes reexamination 
defined. 


For the purposes of inter partes reexamination, appellant is any 
party, whether the patent owner or a third-party requester, filing a 
notice of appeal or cross appeal. If more than one party appeals or 
cross appeals, each appealing or cross appealing party is an 
appellant with respect to the claims to which his or her appeal or 
cross appeal is directed. A respondent is any third-party requester 
responding under § 1.967 to the appellant brief of the patent 
owner, or the patent owner responding under § 1.967 to the 
appellant brief of any third-party requester. No third-party re- 
quester may be a respondent to the appellant brief of any other 
third-party requester. 


§ 1.963 Time for filing briefs in inter partes reexamination. 


(a) An appellant brief in an inter partes reexamination must be 
filed no later than two months from the latest of the filing date of 
the last-filed notice of appeal or cross appeal or if any party to the 
inter partes reexamination is entitled to file an appeal or cross 
appeal but fails to timely do so, the expiration of time for filing (by 
the last party entitled to do so) such notice of appeal or cross 
appeal. The time for filing an appellant brief may not be extended. 


(b) Once an appellant brief has been properly filed, any 
respondent brief must be filed within one month from the date of 
service of the appellant brief. The time for filing a respondent brief 
may not be extended. 


(c) The examiner will consider both the appellant and respon- 
dent briefs and may prepare an examiner’s answer under § 1.969. 


(d) Any appellant may file a rebuttal brief under § 1.971 within 
one month of the date of the examiner’s answer. The time for filing 
a rebuttal brief may not be extended. 


(e) No further submission will be considered and any such 
submission will be treated in accordance with § 1.939. 


§ 1.965 Appellant brief in inter partes reexamination. 


(a) Appellant(s) may once, within time limits for filing set forth 
in § 1.963, file a brief in triplicate and serve the brief on all other 
parties to the inter partes reexamination proceeding in accordance 
with § 1.903. The brief must be signed by the appellant, or the 
appellant’s duly authorized attorney or agent, and must be accom- 
panied by the requisite fee set forth in § 1.17(c). The brief must set 
forth the authorities and arguments on which appellant will rely to 
maintain the appeal. Any arguments or authorities not included in 
the brief will be refused consideration by the Board of Patent 
Appeals and Interferences, unless good cause is shown. 
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(b) On failure of a party to file an appellant brief, accompanied 
by the requisite fee, within the time allowed, that party’s appeal 
shall stand dismissed. 


(c) The appellant brief shall contain the following items under 
appropriate headings and in the order indicated below, unless the 
brief is filed by a party who is not represented by a registered 
practitioner. The brief may include an appendix containing only 
those portions of the record on which reliance has been made. 


(1) Real Party in Interest. A statement identifying the real party 
in interest. 


(2) Related Appeals and Interferences. A statement identifying 
by number and filing date all other appeals or interferences known 
to the appellant, the appellant’s legal representative, or assignee 
which will directly affect or be directly affected by or have a 
bearing on the decision of the Board of Patent Appeals and 
Interferences in the pending appeal. 


(3) Status of Claims. A statement of the status of all the claims, 
pending or canceled. If the appellant is the patent owner, the 
appellant must also identify the rejected claims whose rejection is 
being appealed. If the appellant is a third-party requester, the 
appellant must identify the claims that the examiner has made a 
determination favorable to patentability, which determination is 
being appealed. 


(4) Status of Amendments. A statement of the status of any 
amendment filed subsequent to the close of prosecution. 


(5) Summary of Invention. A concise explanation of the inven- 
tion or subject matter defined in the claims involved in the appeal, 
which shall refer to the specification by column and line number, 
and to the drawing(s), if any, by reference characters. 


(6) Issues. A concise statement of the issues presented for 
review. No new ground of rejection can be proposed by a 
third-party requester appellant. 


(7) Grouping of Claims. If the appellant is the patent owner, for 
each ground of rejection in the right of appeal notice which 
appellant contests and which applies to a group of two or more 
claims, the Board of Patent Appeals and Interferences shall select 
a single claim from the group and shall] decide the appeal as to the 
ground of rejection on the basis of that claim alone unless a 
statement is included that the claims of the group do not stand or 
fall together and, in the argument under paragraph (c)(8) of this 
section, appellant explains why the claims of this group are 
believed to be separately patentable. Merely pointing out differ- 
ences in what the claims cover is not an argument as to why the 
claims are separately patentable. 


(8) Argument. The contentions of appellant with respect to each 
of the issues presented for review in paragraph (c)(6) of this 
section, and the bases therefor, with citations of the authorities, 
statutes, and parts of the record relied on. Each issue should be 
treated under a separate, numbered heading. 


(i) For each rejection under 35 U.S.C. § 112, first paragraph, or 
for each determination favorable to patentability including a 
determination not to make a proposed rejection under 35 U.S.C. § 
112, first paragraph, which appellant contests, the argument shall 
specify the errors in the rejection or the determination and how the 
first paragraph of 35 U.S.C. § 112 is complied with, if the appellant 
is the patent owner, or is not complied with, if the appellant is a 
third-party requester, including, as appropriate, how the specifica- 
tion and drawing(s), if any, 


(A) Describe, if the appellant is the patent owner, or fail to 
describe, if the appellant is a third-party requester, the subject 
matter defined by each of the appealed claims, and 


(B) Enable, if the appellant is the patent owner, or fail to enable, 
if the appellant is a third-party requester, any person skilled in the 
art to make and use the subject matter defined by each of the 
appealed claims, and (ii) For each rejection under 35 U.S.C. § 112, 
second paragraph, or for each determination favorable to patent- 
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ability including a determination not to make a proposed rejection 
under 35 U.S.C. § 112, second paragraph, which appellant 
contests, the argument shall specify the errors in the rejection, if 
the appellant is the patent owner, or the determination, if the 
appellant is a third-party requester, and how the claims do, if the 
appellant is the patent owner, or do not, if the appellant is a 
third-party requester, particularly point out and distinctly claim the 
subject matter which the inventors regard as the invention. 


(iii) For each rejection under 35 U.S.C. 102 or for each 
determination favorable to patentability including a determination 
not to make a proposed rejection under 35 U.S.C. 102 which 
appellant contests, the argument shall specify the errors in the 
rejection, if the appellant is the patent owner, or determination, if 
the appellant is a third-party requester, and why the appealed 
claims are, if the appellant is the patent owner, or are not, if the 
appellant is a third-party requester, patentable under 35 U.S.C. 
102, including any specific limitations in the appealed claims 
which are or are not described in the prior art. 


(iv) For each rejection under 35 U.S.C. 103 or for each 
determination favorable to patentability including a determination 
not to make a proposed rejection under 35 U.S.C. 103 which 
appellant contests, the argument shall specify the errors in the 
rejection, if the appellant is the patent owner, or determination, if 
the appellant is a third-party requester, and, if appropriate, the 
specific limitations in the appealed claims which are or are not 
described in the prior art, and shall explain how such limitations 
render the claimed subject matter obvious, if the appellant is a 
third-party requester, or unobvious, if the appellant is the patent 
owner, over the prior art. If the rejection or determination is based 
upon a combination of references, the argument shall explain why 
the references, taken as a whole, do or do not suggest the claimed 
subject matter, and shall include, as may be appropriate, an 
explanation of why features disclosed in one reference may or may 
not properly be combined with features disclosed in another 
reference. A general argument that all the limitations are or are not 
described in a single reference does not satisfy the requirements of 
this paragraph. 


(v) For any rejection other than those referred to in paragraphs 
(c)(8)(i) to (iv) of this section or for each determination favorable 
to patentability including any determination not to make a pro- 
posed rejection other than those referred to in paragraphs (c)(8)(i) 
to (iv) of this section which appellant contests, the argument shall 
specify the errors in the rejection, if the appellant is the patent 
owner, or deiermination, if the appellant is a third-party requester, 
and the specific limitations in the appealed claims, if appropriate, 
or other reasons, which cause the rejection or determination to be 
in error. 


(9) Appendix. An appendix containing a copy of the claims 
appealed by the appellant. 


(10) Certificate of Service. A certification that a copy of the brief 
has been served in its entirety on all other parties to the 
reexamination proceeding. The names and addresses of the parties 
served must be indicated. 


(d) If a brief is filed which does not comply with all the 
requirements of paragraph (c) of this section, appellant will be 
notified of the reasons for non-compliance and provided with a 
non- extendable period of one month within which to file an 
amended brief. If the appellant does not file an amended brief 
during the one-month period, or files an amended brief which does 
not overcome all the reasons for non-compliance stated in the 
notification, that appellant’s appeal will stand dismissed. 


§ 1.967 Respondent brief in inter partes reexamination. 


(a) Respondent(s) in an inter partes reexamination appeal may 
once, within time limit for filing set forth in § 1.963, file a 
respondent brief in triplicate and serve the brief on all parties in 
accordance with § 1.903. The brief must be signed by the party, or 
the party’s duly authorized attorney or agent, and must be 
accompanied by the requisite fee set forth in § 1.17(c). The brief 
must set forth the authorities and arguments on which respondent 
will rely. Any arguments or authorities not included in the brief 
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will be refused consideration by the Board of Patent Appeals and 
Interferences, unless good cause is shown. The respondent brief 
shall be limited to issues raised in the appellant brief to which the 
respondent brief is directed. A third-party respondent brief may not 
address any brief of any other third-party. 


(b) The respondent brief shall contain the following items under 
appropriate headings and in the order here indicated, and may 
include an appendix containing only those portions of the record 
on which reliance has been made. 


(1) Real Party in Interest. A statement identifying the real party 
in interest. 


(2) Related Appeals and Interferences. A statement identifying 
by number and filing date all other appeals or interferences known 
to the respondent, the respondent’s legal representative, or as- 
signee (if any) which will directly affect or be directly affected by 
or have a bearing on the decision of the Board of Patent Appeals 
and Interferences in the pending appeal. 


(3) Status of claims. A statement accepting or disputing appel- 
lant’s statement of the status of claims. If appellant’s statement of 
the status of claims is disputed, the errors in appellant’s statement 
must be specified with particularity. 


(4) Status of amendments. A statement accepting or disputing 
appeliant’s statement of the status of amendments. If appeilant’s 
statement of the status of amendments is disputed, the errors in 
appellant’s statement must be specified with particularity. 


(5) Summary of invention. A statement accepting or disputing 
appellant’s summary of the invention or subject matter defined in 
the claims involved in the appeal. If appellant’s summary of the 
invention or subject matter defined in the claims involved in the 
appeal is disputed, the errors in appellant's summary must be 
specified with particularity. 


(6) Issues. A statement accepting or disputing appellant's 
statement of the issues presented for review. If appellant’s state- 
ment of the issues presented for review is disputed, the errors in 
appellant’s statement must be specified with particularity. A 
counter statement of the issues for review may be made. No new 
ground of rejection can be proposed by a third-party requester 
respondent. 


(7) Argument. A statement accepting or disputing the conten- 
tions of the appellant with each of the issues. If a contention of the 
appellant is disputed, the errors in appellant's argument must be 
specified with particularity, stating the basis therefor, with citations 
of the authorities, statutes and parts of the record relied on. Each 
issue should be treated under a separate heading. An argument may 
be made with each of the issues stated in the counter statement of 
the issues, with each counter-stated issue being treated under a 
separate heading. The provisions of § 1.965(c)(8)(iii) and (iv) shall 
apply to any argument raised under 35 U.S.C. 102 or 103. 


(8) Certificate of Service. A certification that a copy of the 
respondent brief has been served in its entirety on all other parties 
to the reexamination proceeding. The names and addresses of the 
parties served must be indicated. 


(c) If a respondent brief is filed which does not comply with all 
the requirements of paragraph (b) of this section, respondent will 
be notified of the reasons for non-compliance and provided with a 
non-extendable period of one month within which to file an 
amended brief. If the respondent does not file an amended brief 
during the one-month period, or files an amended brief which does 
not overcome all the reasons for non-compliance stated in the 
notification, the respondent brief will not be considered. 


§ 1.969 Examiner’s answer in inter partes reexamination. 


(a) The primary examiner in an inter partes reexamination 
appeal may, within such time as directed by the Director, furnish 
a written statement in answer to the patent owner’s and/or 
third-party requester’s appellant brief or respondent brief includ- 
ing, as may be necessary, such explanation of the invention 
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claimed and of the references, the grounds of rejection, and the 
reasons for patentability including grounds for not adopting a 
proposed rejection. A copy of the answer shall be supplied to all 
parties to the reexamination proceeding. If the primary examiner 
finds that the appeal is not regular in form or does not relate to an 
appealable action, he or she shall so state. 


(b) An examiner’s answer may not include a new ground of 
rejection. 


(c) Where a third-party requester is a party to the appeal, an 
examiner’s answer may not include a new determination not to 
make a proposed rejection of a claim. 


§ 1.971 Rebuttal brief in inter partes reexamination. 


Within one month of the examiner’s answer in an inter partes 
reexamination appeal, any appellant may once file a rebuttal brief 
in triplicate. The rebuttal brief of the patent owner may be directed 
to the examiner’s answer and/or any respondent brief. The rebuttal 
brief of any third-party requester may be directed to the examin- 
er’s answer and/or the respondent brief of the patent owner. The 
rebuttal brief of a third-party requester may not be directed to the 
respondent brief of any other third-party requester. No new ground 
of rejection can be proposed by a third-party requester appellant. 
The time for filing a rebuttal brief may not be extended. The 
rebuttal brief must include a certification that a copy of the rebuttal 
brief has been served in its entirety on all other parties to the 
reexamination proceeding. The names and addresses of the parties 
served must be indicated. 


§ 1.973 Oral hearing in inter partes reexamination. 


(a) An oral hearing in an inter partes reexamination appeal 
should be requested only in those circumstances in which an 
appellant or a respondent considers such a hearing necessary or 
desirable for a proper presentation of the appeal. An appeal 
decided without an oral hearing will receive the same consider- 
ation by the Board of Patent Appeals and Interferences as an 
appeal decided after oral hearing. 


(b) If an appellant or a respondent desires an oral hearing, he or 
she must file a written request for such hearing accompanied by 
the fee set forth in § 1.17(d) within two months after the date of the 
examiner’s answer. The time for requesting an oral hearing may 
not be extended. 


(c) An oral argument may be presented at oral hearing by, or on 
behalf of, the primary examiner if considered desirable by either 
the primary examiner or the Board of Patent Appeals and Inter- 
ferences. 


(d) If an appellant or a respondent has requested an oral hearing 
and has submitted the fee set forth in § 1.17(d), a hearing date will 
be set, and notice given to all parties to the reexamination 
proceeding, and to the primary examiner. The notice shall set a 
period within which all requests for oral hearing shall be submitted 
by any other party to the appeal desiring to participate in the oral 
hearing, which period will not be extended. A hearing will be held 
as stated in the notice, and oral argument will be limited to thirty 
minutes for each appellant and respondent who has requested an 
oral hearing, and twenty minutes for the primary examiner unless 
otherwise ordered before the hearing begins. No appellant or 
respondent will be permitted to participate in an oral hearing 
unless he or she has requested an oral hearing and submitted the 
fee set forth in § 1.17(d). 


(e) If no request and fee for oral hearing have been timely filed 
by an appellant or a respondent, the appeal will be assigned for 
consideration and decision on the written record. 


§ 1.975 Affidavits or declarations after appeal in inter partes 
reexamination. 


Affidavits, declarations, or exhibits submitted after the inter 
partes reexamination has been appealed will not be admitted 
without a showing of good and sufficient reasons why they were 
not earlier presented. 
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§ 1.977 Decision by the Board of Patent Appeals and Interfer- 
ences; remand to examiner in inter partes reexamination. 


(a) The Board of Patent Appeals and Interferences, in its 
decision, may affirm or reverse each decision of the examiner on 
all issues raised on each appealed claim, or remand the reexami- 
nation proceeding to the examiner for further consideration. The 
reversal of the examiner’s determination not to make a rejection 
proposed by the third-party requester constitutes a decision ad- 
verse to the patentability of the claims which are subject to that 
proposed rejection which will be set forth in the decision of the 
Board of Patent Appeals and Interferences as a new ground of 
rejection under paragraph (b) of this section. The affirmance of the 
rejection of a claim on any of the grounds specified constitutes a 
general affirmance of the decision of the examiner on that claim, 
except as to any ground specifically reversed. 


(b) Should the Board of Patent Appeals and Interferences have 
knowledge of any grounds not raised in the appeal for rejecting 
any pending claim, it may include in the decision a statement to 
that effect with its reasons for so holding, which statement shall 
constitute a new ground of rejection of the claim. A decision which 
includes a new ground of rejection shall not be considered final for 
purposes of judicial review. When the Board of Patent Appeals and 
Interferences makes a new ground of rejection, the patent owner, 
within one month from the date of the decision, must exercise one 
of the following two options with respect to the new ground of 
rejection to avoid termination of the appeal proceeding as to the 
rejected claim: 


(1) The patent owner may submit an appropriate amendment of 
the claim so rejected or a showing of facts relating to the claim, or 
both. The reexamination proceeding will be remanded to the 
examiner for consideration. The statement of the Board of Patent 
Appeals and Interferences shall be binding upon the examiner 
unless an amendment or showing of facts not previously of record 
be made which, in the opinion of the examiner, overcomes the new 
ground of rejection. 


(2) The patent owner may file a request for rehearing of the 
decision of the Board of Patent Appeals and Interferences under § 
1.979(a). 


(c) The Board of Patent Appeals and Interferences, in its 
decision, may include an explicit statement that a claim may be 
allowed in amended form. The decision shall not be considered a 
final decision for purposes of judicial review if the patent owner, 
within one month of the date of the decision, submits an appro- 
priate amendment of the claim in conformity with such statement, 
in which event the reexamination proceeding will be remanded to 
the examiner. The statement shall be binding on the examiner in 
the absence of new references or new grounds of rejection. 


(d) Where the patent owner has responded under paragraph 
(b)(1) or (c) of this section, any third-party requester, within one 
month of the date of service of the patent owner response, may 
once file comments on the response. Such written comments must 
be limited to the issues raised by the decision of the Board of 
Patent Appeals and Interferences and the patent owner’s response. 
Any third-party requester that had not previously filed an appeal or 
cross appeal and is seeking under this subsection to file comments 
or a reply to the comments is subject to the appeal and brief fees 
under § 1.17(b) and (c), respectively, which must accompany the 
comments or reply. 


(e) Following any response by the patent owner under paragraph 
(b)(1) or (c) of this section and any written comments from a 
third-party requester under paragraph (d) of this section, the 
reexamination proceeding will be remanded to the examiner. The 
examiner will consider any response under paragraph (b)(1) or (c) 
of this section and any written comments by a third-party requester 
under paragraph (d) of this section and issue a determination that 
the rejection should be maintained or has been overcome. 


(f) Within one month of the examiner’s determination pursuant 
to paragraph (e) of this section, the patent owner or any third-party 
requester may once submit comments in response to the examin- 
er’s determination. Within one month of the date of service of 
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comments in response to the examiner’s determination, any party 
may file a reply to the comments. Any third-party requester that 
had not previously filed an appeal or cross appeal and is seeking 
under this subsection to file comments or a reply to the comments 
is subject to the appeal and brief fees under § 1.17(b) and (c), 
respectively, which must accompany the comments or reply. 


(g) After submission of any comments and any reply pursuant to 
paragraph (f) of this section, or after time has expired therefor, the 
reexamination proceeding will be returned to the Board of Patent 
Appeals and Interferences which shall reconsider the matter and 
issue a new decision. The new decision is deemed to incorporate 
the earlier decision, except for those portions specifically with- 
drawn. 


(h) The time periods set forth in paragraphs (b) and (c) of this 
section are subject to the extension of time provisions of § 1.956. 
The time periods set forth in subsections (d) and (f) may not be 
extended. 


§ 1.979 Action following decision by the Board of Patent 
Appeals and Interferences or dismissal of appeal in inter partes 
reexamination. 


(a) Parties to the appeal may file a request for rehearing of the 
decision within one month of the date of: 


(1) The original decision of the Board of Patent Appeals and 
Interferences under § 1.977(a), 


(2) The original § 1.977(b) decision under the provisions of § 
1.977(b)(2), 


(3) The expiration of the time for the patent owner to take action 
under § 1.977(b)(2) or (c), or 


(4) The new decision of the Board of Patent Appeals and 
Interferences under § 1.977(g). 


(b) Within one month of the date of service of any request for 
rehearing under paragraph (a) of this section, or any further request 
for rehearing under paragraph (c) of this section, any party to the 
appeal may once file comments in opposition to the request for 
rehearing or the further request for rehearing. The comments in 
opposition must be limited to the issues raised in the request for 
rehearing or the further request for rehearing. 


(c) If a party to an appeal files a request for rehearing under 
paragraph (a) of this section, or a further request for rehearing 
under this section, the Board of Patent Appeals and Interferences 
will issue a decision on rehearing which decision is deemed to 
incorporate the earlier decision, except for those portions specifi- 
cally withdrawn. If the decision on rehearing becomes, in effect, a 
new decision, and the Board of Patent Appeals and Interferences 
SO States, then any party to the appeal may, within one month of the 
new decision, once file a further request for rehearing of the new 
decision under this subsection. 


(d) Any request for rehearing shall state with particularity the 
points believed to have been misapprehended or overlooked in 
rendering the decision and also state all other grounds upon which 
rehearing is sought. 


(e) The patent owner may not appeal to the U.S. Court of 
Appeals for the Federal Circuit under § 1.983 until all parties’ 
rights to request rehearing have been exhausted, at which time the 
decision of the Board of Patent Appeals and Interferences is final 
and appealable by the patent owner. 


(f) An appeal by a third-party requester is considered terminated 
by the dismissal of the third-party requester’s appeal, the failure of 
the third-party requester to timely request rehearing under § 
1.979(a) or (c), or a final decision under § 1.979(e). The date of 
such termination is the date on which the appeal is dismissed, the 
date on which the time for rehearing expires, or the decision of the 
Board of Patent Appeals and Interferences is final. An appeal by 
the patent owner is considered terminated by the dismissal of the 
patent owner’s appeal, the failure of the patent owner to timely 





1243 TMOG 228 
(97) 


request rehearing under § 1.979(a) or (c), or the failure of the 
patent owner to timely file an appeal to the U.S. Court of Appeals 
for the Federal Circuit under § 1.983. The date of such termination 
is the date on which the appeal is dismissed, the date on which the 
time for rehearing expires, or the date on which the time for the 
patent owner’s appeal to the U.S. Court of Appeals for the Federal 
Circuit expires. If an appeal to the U.S. Court of Appeals for the 
Federal Circuit has been filed, the patent owner’s appeal is 
considered terminated when the mandate is received by the Office. 
Upon termination of an appeal, if no other appeal is present, the 
reexamination proceeding will be terminated and the Director will 
issue a certificate under § 1.997. 


(g) The times for requesting rehearing under paragraph (a) of 
this section, for requesting further rehearing under paragraph (c) of 
this section, and for submitting comments under paragraph (b) of 
this section may not be extended. 


§ 1.981 Reopening after decision by the Board of Patent 
Appeals and Interferences in inter partes reexamination. 


Cases which have been decided by the Board of Patent Appeals 
and Interferences will not be reopened or reconsidered by the 
primary examiner except under the provisions of § 1.977 without 
the written authority of the Director, and then only for the 
consideration of matters not already adjudicated, sufficient cause 
being shown. 


Patent Owner Appeal to the United States Court of Appeals for 
the Federal Circuit in inter partes Reexamination 


§ 1.983 Patent owner appeal to the United States Court of 
Appeals for the Federal Circuit in inter partes reexamination. 


The patent owner in a reexamination proceeding who is dissat- 
isfied with the decision of the Board of Patent Appeals and 
Interferences may, subject to § 1.979(e), appeal to the U.S. Court 
of Appeals for the Federal Circuit. The appellant must take the 
following steps in such an appeal: 


(1) In the U. S. Patent and Trademark Office file a timely written 
notice of appeal directed to the Director in accordance with § 
1.302 and § 1.304; and 


(2) In the Court, file a copy of the notice of appeal and pay the 
fee, as provided for in the rules of the Court. 


Concurrent Proceedings Involving Same Patent in inter partes 
Reexamination 


§ 1.985 Notification of prior or concurrent proceedings in inter 
partes reexamination. 


(a) In any inter partes reexamination proceeding, the patent 
owner shall call the attention of the Office to any prior or 
concurrent proceedings in which the patent is or was involved, 
including but not limited to interference, reissue, reexamination, or 
litigation and the results of such proceedings. 


(b) Notwithstanding any provision of the rules, any person at 
any time may file a paper in an inter partes reexamination 
proceeding notifying the Office of a prior or concurrent proceed- 
ings in which the same patent is or was involved, including but not 
limited to interference, reissue, reexamination, or litigation and the 
results of such proceedings. Such paper must be limited to merely 
providing notice of the other proceeding without discussion of 
issues of the current inter partes reexamination proceeding. Any 
paper not so limited will be returned to the sender. 


§ 1.987 Suspension of inter partes reexamination proceeding 
due to litigation. 


If a patent in the process of inter partes reexamination is or 
becomes involved in litigation, the Director shall determine 
whether or not to suspend the inter partes reexamination proceed- 
ing. 
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§ 1.989 Merger of concurrent reexamination proceedings. 


(a) If any reexamination is ordered while a prior inter partes 
reexamination proceeding is pending for the same patent, a 
decision may be made to merge the two proceedings or to suspend 
one of the two proceedings. Where merger is ordered, the merged 
examination will normally result in the issuance of a single 
reexamination certificate under § 1.997. 


(b) An inter partes reexamination proceeding filed under § 
1.913 which is merged with an ex parte reexamination proceeding 
filed under § 1.510 will result in the merged proceeding being 
governed by § 1.902-§ 1.997, except that the rights of any 
third-party requester of the ex parte reexamination shall be 
governed by § 1.510-§ 1.560. 


§ 1.991 Merger of concurrent reissue application and inter 
partes reexamination proceeding. 


If a reissue application and an inter partes reexamination 
proceeding on which an order pursuant to § 1.931 has been mailed 
are pending concurrently on a patent, a decision may be made to 
merge the two proceedings or to suspend one of the two proceed- 
ings. Where merger of a reissue application and an inter partes 
reexamination proceeding is ordered, the merged proceeding will 
be conducted in accordance with § 1.171 through § 1.179 and the 
patent owner will be required to place and maintain the same 
claims in the reissue application and the inter partes reexamination 
proceeding during the pendency of the merged proceeding. In a 
merged proceeding the third-party requester may participate to the 
extent provided under § 1.902-§ 1.997, except such participation 
shall be limited to issues within the scope of inter partes 
reexamination. The examiner’s actions and any responses by the 
patent owner or third-party requester in a merged proceeding will 
apply to both the reissue application and the inter partes reexami- 
nation proceeding and be physically entered into both files. Any 
inter partes reexamination proceeding merged with a reissue 
application shall be terminated by the grant of the reissued patent. 


§ 1.993 Suspension of concurrent interference and inter partes 
reexamination proceeding. 


If a patent in the process of inter partes reexamination is or 
becomes involved in an interference, the Director may suspend the 
inter partes reexamination or the interference. The Director will 
not consider a request to suspend an interference unless a motion 
under § 1.635 to suspend the interference has been presented to, 
and denied by, an administrative patent judge and the request is 
filed within ten (10) days of a decision by an administrative patent 
judge denying the motion for suspension or such other time as the 
administrative patent judge may set. 


§ 1.995 Third-party requester’s participation rights preserved 
in merged proceeding. 


When a third-party requester is involved in one or more 
proceedings including an inter partes reexamination proceeding, 
the merger of such proceedings will be accomplished so as to 
preserve the third-party requester’s right to participate to the extent 
specifically provided for in these regulations. In merged proceed- 
ings involving different requesters, any paper filed by one party in 
the merged proceeding shall be served on all other parties of the 
merged proceeding. 


Reexamination Certificate in inter partes Reexamination 


§ 1.997 Issuance of inter partes reexamination certificate. 


(a) Upon the conclusion of an inter partes reexamination 
proceeding, the Director will issue a certificate in accordance with 
35 U.S.C. § 316 setting forth the results of the inter partes 
reexamination proceeding and the content of the patent following 
the inter partes reexamination proceeding. 
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(b) A certificate will be issued in each patent in which an inter 
partes reexamination proceeding has been ordered under § 1.931. 
Any statutory disclaimer filed by the patent owner will be made 
part of the certificate. 


(c) The certificate will be sent to the patent owner at the address 
as provided for in § 1.33(c). A copy of the certificate will also be 
sent to the third-party requester of the inter partes reexamination 
proceeding. 


(d) If a certificate has been issued which cancels all of the claims 
of the patent, no further Office proceedings will be conducted with 
regard to that patent or any reissue applications or any reexami- 
nation requests relating thereto. 


(e) If the inter partes reexamination proceeding is terminated by 
the grant of a reissued patent as provided in § 1.991, the reissued 
patent will constitute the reexamination certificate required by this 
section and 35 U.S.C. § 316. 


(f) A notice of the issuance of each certificate under this section 
will be published in the Official Gazette. 
March 30, 2000 Q. TODD DICKINSON 

Under Secretary of Commerce for 

Intellectual Property and Director of the 

United States Patent and Trademark Office 


{1234 OG 93] 





DEPARTMENT OF COMMERCE 
RIN 3510-16 
United States Patent and Trademark Office 
[Docket No. 980605147-8147-01] 


Request for Comments on Interim Guidelines for 
Reexamination of Cases in View of 
In re Portola Packaging, Inc., 
110 F.3d 786, 42 USPQ2d 1295 (Fed. Cir. 1997) 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice and request for public comments. 


SUMMARY: The Patent and Trademark Office (PTO) requests 
comments from the public on interim guidelines that will be used 
by PTO personnel in their review of requests for reexaminations 
and ongoing reexaminations for compliance with the decision in Jn 
re Portola Packaging, Inc., 110 F.3d 786, 42 USPQ2d 1295 (Fed. 
Cir. 1997). 


DATES: To be ensured consideration, written comments on the 
interim guidelines must be received by the PTO by September 14, 
1998. 


ADDRESSES: Written comments should be addressed to Com- 
missioner of Patents and Trademarks, Attention: Kevin T. Kramer 
or John M. Whealan, Box 8, Washington, D.C. 20231. Comments 
may be submitted by facsimile at (703) 305-9373. Comments may 
also be submitted by electronic mail addressed to 
“kevin.kramer@uspto.gov” or “john.whealan@uspto.gov”. 


FOR FURTHER INFORMATION CONTACT: John M. 
Whealan or Kevin T. Kramer by telephone at (703) 305-9035; by 
facsimile at (703) 305-9373; by mail addressed to Box 8, Com- 
missioner of Patents and Trademarks, Washington, D.C. 20231; or 
by electronic mail at “john.whealan@uspto.gov” or 
“kevin.kramer@ uspto. gov.” 


SUPPLEMENTARY INFORMATION: The PTO requests com- 
ments from the public on the following interim guidelines. These 
guidelines will be used by PTO personnel in their review of 
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requests for reexaminations and ongoing reexaminations for com- 
pliance with the decision in Jn re Portola Packaging, Inc., 110 F.3d 
786, 42 USPQ2d 1295 (Fed. Cir. 1997). Because these guidelines 
govern internal practices, they are exempt from notice and 
comment rulemaking under 5 U.S.C. § 553(b)(A). 


Written comments should include the following information: (1) 
Name and affiliation of the individual responding; and (2) an 
indication of whether the comments offered represent views of the 
respondent’s organization or are the respondent’s personal views. 
Where possible, parties presenting written comments are requested 
to provide their comments in machine-readable format. Such 
submissions may be provided by electronic mail sent over the 
'nternet, or on a 3.5" floppy disk formatted for use in a Win- 
dows® based computer. Preferably, machine-readable submis- 
sions should be provided in WordPerfect® 6.1 format. 


Written comments will be available for public inspection in Suite 
918, Crystal Park 2, 2121 Crystal Drive, Arlington, Virginia. In 
addition, comments provided in machine-readable format will be 
available through anonymous file transfer protocol (ftp) via the 
Internet (address: comments.uspto.gov) and through the World 
Wide Web (address: www.uspto.gov). 


I. Interim Guidelines for Reexamination of Cases in View of In 
re Portola Packaging, Inc., 110 F.3d 786, 42 USPQ2d 1295 (Fed. 
Cir. 1997) 


The following guidelines have been developed to assist Patent and 
Trademark Office (PTO) personnel in determining whether to 
order a reexamination or terminate an ongoing reexamination in 
view of the United States Court of Appeals for the Federal 
Circuit’s decision in In re Portola Packaging, Inc.' These guide- 
lines supersede and supplement any previous guidelines issued by 
the PTO with respect to reexamination. These guidelines apply to 
all reexaminations regardless of whether they are initiated by the 
Commissioner, requested by the patentee, or requested by a third 
party. When made final, these guidelines will be incorporated into 
Chapter 2200 of the Manual of Patent Examining Procedure. 


A. Explanation of Portola Packaging 


In order for the PTO to conduct reexamination, prior art must raise 
a “substantial new question of patentability.”? In Portola Packag- 
ing, the Federal Circuit held that a combination of two references 
that were expressly relied upon individually to reject claims during 
the original examination does not raise a substantial new question 
of patentability.* The Federal Circuit also held that an amendment 
of the claims during reexamination does not raise a substantial new 
question of patentability.* The court explained that “a rejection 
made during reexamination does not raise a substantial new 
question of patentability if it is supported only by prior art 
previously considered by the PTO.”* 


B. General Principles Governing Compliance with Portola 
Packaging 


If prior art was previously expressly relied upon to reject a claim 
in a prior related PTO proceeding,® the PTO will not order or 
conduct reexamination based only on such prior art, regardless of 
whether that prior art is to be relied upon to reject the same or 
different claims in the reexamination. 


If prior art was not expressly relied upon to reject a claim, but was 
cited in the record of a prior related PTO proceeding and its 
relevance to the patentability of any claim was actually discussed 
on the record,’ the PTO will not order or conduct reexamination 
based only on such prior art. 


In contrast, the PTO will order and conduct reexamination based 
on prior art that was cited but whose relevance to patentability of 
the claims was not discussed in any prior related PTO proceeding. 
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C. Procedures for Determining Whether a Reexamination May 
be Ordered in Compliance with Portola Packaging 


PTO personnel must adhere to the following procedures when 
determining whether a reexamination may be ordered in compli- 
ance with the Federal Circuit's decision in Portola Packaging: 


1. Read the reexamination request to identify the prior art on which 
the request is based. 


2. Conduct any necessary search of the prior art relevant to the 
subject matter of the patent for which reexamination was re- 
quested.” 


3. Read the prosecution histories of prior related PTO proceedings. 


4. Determine if the prior art in the reexamination request and the 
prior art uncovered in any search was: 


(a) expressly relied upon to reject any claim in a prior related PTO 
proceeding; or 


(b) cited and its relevance to patentability of any claim discussed 
in a prior related PTO proceeding. 


5. Deny the reexamination request if the decision to order 
reexamination would be based only on prior art that was (a) 
expressly relied upon to reject any claim and/or (b) cited and its 
relevance to patentability of any claim discussed in a prior related 
PTO proceeding.” 


6. Order reexamination if the decision to order reexamination 
would be based at least in part on prior art that was neither (a) 
expressly relied upon to reject any claim nor (b) cited and its 
relevance to patentability of any claim discussed in a prior related 
PTO proceeding, and a substantial new question of patentability is 
raised with respect to any claim of the patent.'® 


D. Procedures for Determining Whether an Ongoing Reexami- 
nation Must be Terminated in Compliance with Portola Pack- 
aging 


PTO personnel must adhere to the following procedures when 
determining whether any current or future ongoing reexamination 
should be terminated in compliance with the Federal Circuit’s 
decision in Portola Packaging: 


1. Prior to making any rejection in an ongoing reexamination, 
determine for any prior related PTO proceeding what prior art was 
(a) expressly relied upon to reject any claim or (b) cited and 
discussed. 


2. Base any and all rejections of the patent claims under reexami- 
nation at least in part on prior art that was neither (a) expressly 
relied upon to reject any claim nor (b) cited and its relevance to 
patentability of any claim discussed in any prior related PTO 
proceeding. 


3. Withdraw any rejections based only on prior art that was 
previously either (a) expressly relied upon to reject any claim or 
(b) cited and its relevance to patentability of any claim discussed 
in any prior related PTO proceeding. 


4. Terminate reexaminations in which the only remaining rejec- 
tions are entirely based on prior art that was previously (a) 
expressly relied upon to reject any claim and/or (b) cited and its 
relevance to patentability of a claim discussed in any prior related 
PTO proceeding.'' 
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E. Application of Portola Packaging to Unusual Fact Patterns 


The PTO recognizes that each case must be decided on its 
particular facts and that cases with unusual fact patterns will occur. 
In such a case, the reexamination should be brought to the 
attention of the Group Director who will then determine the 
appropriate action to be taken. 


Unusual fact patterns may appear in cases in which prior art was 
expressly relied upon to reject any claim or cited and discussed 
with respect to the patentability of a claim in a prior related PTO 
proceeding, but other evidence clearly shows that the examiner did 
not appreciate the issues raised in the reexamination request or the 
ongoing reexamination with respect to that art. Such other evi- 
dence may appear in the reexamination request, in the nature of the 
prior art, in the prosecution history of the prior examination, or in 
an admission by the patent owner, applicant, or inventor.'? 


For example, if a textbook was cited during original examination, 
the record of that examination may show that only select infor- 
mation from the textbook was discussed with respect to the 
patentability of the claims.'* If the reexamination request relied 
upon other information in the textbook that actually teaches what 
is required by the claims, it may be appropriate to rely on this other 
information in the textbook to conduct reexamination. ‘* 


Another example involves the situation where an examiner dis- 
cussed a reference in a prior PTO proceeding, but did not either 
expressly reject a claim based upon the reference or maintain the 
rejection based on the mistaken belief that the reference did not 
qualify as prior art.'* If the reexamination request were to explain 
how and why the reference actually does qualify as prior art, it 
may be appropriate to conduct reexamination. '° 


Another example involves foreign language prior art references. If 
a foreign language prior art reference was cited and discussed in 
any prior PTO proceeding, Portola Packaging may not prohibit 
reexamination over a complete and accurate translation of that 
foreign language prior art reference. Specifically, if a reexamina- 
tion request were to explain why a more complete and accurate 
translation of that same foreign language prior art reference 
actually teaches what is required by the patent claims, it may be 
appropriate to conduct reexamination. 


Another example of an unusual fact pattern involves cumulative 
references. To the extent that a cumulative reference is repetitive of 
a prior art reference that was previously expressly applied or 
discussed, Portola Packaging may prohibit reexamination of the 
patent claims based only on the repetitive reference.'’ However, it 
is expected that a repetitive reference which cannot be considered 
by the PTO during reexamination will be a rare occurrence since 
most references teach additional information or present informa- 
tion in a different way than other references, even though the 
references might address the same general subject matter. 


F. Notices Regarding Compliance with Portola Packaging 


1. If a request for reexamination is denied under C.5. above in 
order to comply with the Federal Circuit's decision in Portola 
Packaging, the notice of denial should state: “This reexamination 
request is denied based on /n re Portola Packaging, Inc., 110 F.3d 
786, 42 USPQ2d 1295 (Fed. Cir. 1997). No final patentability 
determination has been made.” 


2. If an ongoing reexamination is terminated under D.4. above in 
order to comply with the Federal Circuit’s decision in Portola 
Packaging, the termination notice should state: “This reexamina- 
tion is terminated based on Jn re Portola Packaging, Inc., 110 F.3d 
786, 42 USPQ2d 1295 (Fed. Cir. 1997). No final patentability 
determination has been made.” 


3. If a rejection in the reexamination has previously issued and that 
rejection is withdrawn under D.3. above in order to comply with 
the Federal Circuit’s decision in Portola Packaging, the Office 
action withdrawing such rejection should state: “The rejection is 
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withdrawn in view of Jn re Portola Packaging, Inc., 110 F.3d 786, 
42 USPQ2d 1295 (Fed. Cir. 1997). No final patentability determi- 
nation of the claims of the patent in view of such prior art has been 
made.” If multiple rejections have been made, the Office action 
should clarify which rejections are being withdrawn. 


ENDNOTES 


1. 110 F.3d 786, 42 USPQ2d 1295 (Fed. Cir.), reh’g in banc 
denied, 122 F.3d 1473, 44 USPQ2d 1060 (1997). 


2. 35 U.S.C. § 304. 


3. During the original prosecution of the application which led to 
the patent, the PTO had expressly rejected the claims separately 
based upon the Hunter and Faulstich references. The PTO never 
expressly applied the references in combination. During reexami- 
nation, Portola Packaging amended the patent claims, and for the 
first time the PTO expressly rejected the amended patent claims 
based upon the Hunter and Faulstich references in combination. 
Despite these facts, the Federal Circuit determined that the PTO 
was precluded from conducting reexamination on those references. 
110 F.3d at 790, 42 USPQ2d at 1299. 


4. 110 F.3d at 791, 42 USPQ2d at 1299. 
5. 110 F.3d at 791, 42 USPQ2d at 1300. 


6. Prior related PTO proceedings include the original prosecution 
history, any reissue prosecution history, and any previous reex- 
amination prosecution history of a concluded PTO proceeding. 


7. The relevance of the prior art to patentability may be discussed 
by either the applicant, patentee, examiner, or any third party. 
However, 37 C.F.R. § § 1.2 requires that ali PTO business be 
transacted in writing. Thus, the PTO cannot presume that a prior 
art reference was previously relied upon to reject or discussed in a 
prior PTO proceeding if there is no basis in the written record to 
so conclude other than the examiner’s initials or a check on an 
information disclosure statement. Thus, any discussion of prior art 
must appear on the record of a prior related PTO proceeding. 
Examples of generalized statements in a prior related PTO 
proceeding that would not preclude reexamination include state- 
ments that prior art is “cited to show the state of the art,” “cited to 
show the background of the invention,” or “cited of interest.” 


8. See 35 U.S.C. § 303 (“On his own initiative, and any time, the 
Commissioner may determine whether a substantial new question 
of patentability is raised by patents and publication discovered by 
him .. .”); see also MPEP 2244 (“If the examiner believes that 
additional prior art patents and publications can be readily ob- 
tained by searching to supply any deficiencies in the prior art cited 
in the request, the examiner can perform such an additional 
search.”). 


9. See Portola Packaging, Inc., 110 F.3d at 790, 42 USPQ2d at 
1299 (examiner presumed to have done his job). There may be 
unusual fact patterns and evidence which suggests that the PTO 
did not consider the prior art that was discussed in the prior PTO 
proceeding. These cases should be brought to the attention of the 
Group Director. For a discussion of the treatment of such cases, 
see section E above. 


10. If not specified, a reexamination generally includes all claims. 
However, reexamination may be limited to specific claims. See 35 
U.S.C. § 304 (authorizing the power to grant reexamination for 
determination of a “substantial new question of patentability 
affecting any claim of a patent.”) (emphasis added). Thus, the 
Commissioner may order reexamination confined to specific 
claims. However, reexamination is not necessarily limited to those 
questions set forth in the reexamination order. See 37 C.F.R. § § 
1.104(a) (“The examination shall be complete with respect both to 
compliance of the application or patent under reexamination with 
the applicable statutes and rules and to the patentability of the 
invention as claimed. . . .”). 
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11. The Commissioner may conduct a search for new art prior to 
determining whether a substantial new question of patentability 
exists prior to terminating any ongoing reexamination proceeding. 
See 35 U.S.C.§ 303. See also 35 U.S.C. § 305 (indicating that 
“reexamination will be conducted according to the procedures 
established for initial examination,” thereby suggesting that the 
Commissioner may conduct a search during an ongoing reexami- 
nation proceeding). 


12. See 62 Fed. Reg. 53,151, 53,191 (October 10, 1997) (to be 
codified at 37 C.F.R. § § 1.104(c)(2)). 


13. The file history of the prior PTO proceeding should indicate 
which portion of the textbook was previously considered. See 37 
C.ER. § § 1.98(a)(2)(ii) (an information disclosure statement must 
include a copy of each “publication or that portion which caused 
it to be listed”) (emphasis added). 


14. However, a reexamination request that merely provides a new 
interpretation of a reference already previously expressly relied 
upon or actually discussed by the PTO does not create a substantial 
new question of patentability. 


15 . For example, the examiner may have not believed that the 
reference qualified as prior art because: (i) the reference was 
undated; (ii) the applicant submitted a declaration believed to be 
sufficient to antedate the reference under 37 C.F.R. § § 1.131; or 
(iii) the examiner attributed an incorrect filing date to the claimed 
invention. 


16. For example, the request could: (i) verify the date of the 
reference; (ii) undermine the sufficiency of the section 131 
declaration; or (iii) explain the correct filing date accorded a claim. 


17. For purposes of reexamination, a cumulative reference that is 
repetitive is one that substantially reiterates verbatim the teachings 
of a reference that was either previously expressly relied upon or 
discussed in a prior PTO proceeding even though the title or the 
citation of the reference may be different. 
June 9, 1998 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1212 OG 13] 





DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
RIN 0651-ZA02 
Docket No. 99-0512128-9128-01 


Notice of Public Hearing and 
Request for Comments on Issues 
Related to the Identification of Prior Art 
During the Examination of a Patent Application 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice of Hearing and Request for Public Comments. 


SUMMARY: The United States Patent and Trademark Office 
(USPTO) is seeking comments to obtain views of the public on 
issues associated with the identification of prior art during the 
examination of a patent application. Interested members of the 
public are invited to testify at the hearing and to present written 
comments on any of the topics outlined in the supplementary 
information section of this notice. 


DATES: Public hearings will be held on Monday, June 28, 1999, 
and Wednesday, July 14, 1999, starting each day at 9:00 a.m. and 
ending no later than 5:00 p.m. Those wishing to present oral 
testimony at any of the hearings must request an opportunity to do 
so no later than June 21, 1999 for the June 28, 1999 hearing, or 
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July 7, 1999 for the July 14, 1999 hearing. Speakers may provide 
a written copy of their testimony for inclusion in the record of the 
proceedings no later than August 2, 1999. 


To ensure consideration, written comments must be received at 
the USPTO no later than August 2, 1999. Written comments and 
transcripts of the hearing will be available for public inspection on 
or about August 9, 1999. 


ADDRESSES: The June 28, 1999 hearing will be held in the Nob 
Hill Room of the San Francisco Marriott Hotel located at 55 
Fourth Street, San Francisco, California. The July 14, 1999 hearing 
will be held in the Patent Theater located on the Second Floor of 
Crystal Park 2, 2121 Crystal Drive, Arlington, Virginia. Those 
interested in testifying or in submitting written comments on the 
topics presented in the supplementary information, or any other 
related topics, should send their request or written comments to the 
attention of Elizabeth Shaw, addressed to Commissioner of Patents 
and Trademarks, Box 4, Patent and Trademark Office, Washington, 
DC 20231. Written comments may be submitted by facsimile 
transmission to Elizabeth Shaw at (703) 305-8885. Comments may 
also be submitted by electronic mail through the Internet to 
elizabeth.shaw2uspto.gov. 


Written comments will be maintained for public inspection in 
Crystal Park Two, Room 902, 2121 Crystal Drive, Arlington, 
Virginia. Written comments in electronic form may be made 
available via the PTO’s World Wide Web site at http://www.usp- 
to.gov. No requests for presenting oral testimony will be accepted 
through electronic mail. 


FOR FURTHER INFORMATION CONTACT: Lois Boland by 
telephone at (703) 305-9300, by facsimile at (703) 305-8885, by 
electronic mail at lois.boland@uspto.gov, or by mail addressed to 
Commissioner of Patents and Trademarks, Box 4, Washington, DC 
20231; or Robert J. Spar by telephone at (703) 305-9285, by 
facsimile at (703) 308-6919, by electronic mail at 
bob.spar@uspto.gov, or by mail addressed to Commissioner of 
Patents and Trademarks, Box Comments--Patents, Assistant Com- 
missioner for Patents, Washington, DC 20231. Inquiries regarding 
the San Francisco Marriott Hotel should be made to the hotel 
directly at (415) 896-1600. 


SUPPLEMENTARY INFORMATION: 
I. Background 


One of the key functions of the United States patent examina- 
tion system is to determine whether a claimed invention is novel 
and nonobvious. According to United States patent law, a claimed 
invention is not patentable if prior art teaches or renders obvious 
the invention. See 35 U.S.C. §§ 102 & 103 (1996). Although the 
term “prior art” generally describes all information that can be 
used to show that an invention is not patentable, Section 102 of 
title 35 of the United States Code provides a full legal definition of 
what information qualifies as prior art. 35 U.S.C. § 102(a)-(g). 


Locating relevant prior art is one of the most important aspects 
of the patent examining process. During the prosecution of a patent 
application, such prior art will be evaluated by the examiner to 
determine patentability. Moreover, once the patent is issued, the 
prior art of record will be closely scrutinized by competitors and 
potential licensees to determine the validity and scope of the 
patent. In the event of litigation, these prior art documents will be 
considered by the courts for determinations of the validity and 
scope of issued patents. 


Patent examiners and applicants share the responsibility of 
ensuring that pertinent prior art is being considered during the 
examination of a patent application. To this end, the USPTO 
imposes an obligation on patent examiners to conduct a thorough 
search of the prior art and on applicants to submit information 
known to them to be material to patentability. To assist patent 
examiners in discharging their duty to conduct a thorough search 
of the prior art, the USPTO provides patent examiners with access 
to a vast collection of patent documents and nonpatent literature. 
However, searching prior art in emerging technologies presents 
challenges. First, the terminology in such fields may not be 


OFFICIAL GAZETTE 


Fesruary 20, 2001 


standardized, which makes it difficult to conduct automated 
searches based on key terms. Second, prior art information in new 
technologies is frequently not categorized or indexed in a fashion 
that facilitates searching and accessibility. Lastly, prior art in 
certain areas, such as software-related inventions, may not be 
available through customary or predictable means. 


Recently, USPTO has been criticized for not considering the 
most pertinent prior art during the examination of patent applica- 
tions. In particular, software-related patents have been criticized 
for containing too few references to nonpatent literature related to 
these inventions. While many applicants submit a large number of 
prior art documents in connection with a filed patent application, 
the USPTO may not be receiving the kind of valuable nonpatent 
literature necessary to optimize the quality of patent examination. 
As the agency charged with issuing valid patents, the USPTO 
recognizes the importance of obtaining and analyzing the closest 
prior art to the proper prosecution of a patent application and the 
validity of an issued patent. For this reason, the USPTO is 
interested in obtaining public opinion as to whether patent exam- 
iners are identifying and applying the most pertinent prior art 
during the examination of a patent application, and if not, how the 
USPTO may be equipped to do so. 


II. Issues for Public Comment 


Interested members of the public are invited to testify and 
present written comments on issues they believe to be relevant to 
the discussion below. Questions following the discussion are 
included to identify specific issues upon which the USPTO is 
interested in obtaining public opinion. 


A. Current Procedures for Obtaining Prior Art 


Recognizing the importance of issuing patents that are properly 
searched and examined, USPTO rules and procedures impose 
specific requirements on both examiners and applicants for iden- 
tifying material prior art. These obligations are designed to furnish 
patent examiners with sufficient information to make appropriate 
novelty and nonobviousness determinations. 


Patent examiners are obligated to conduct “a thorough investi- 
gation of the available prior art relating to the subject matter of the 
claimed invention.” 37 C.F.R. § 1.104(a) (1998). More specifi- 
cally, the Manual of Patent Examining Procedure (MPEP) instructs 
patent examiners that prior art searches include not only the field 
in which the invention is classified, but also analogous arts. See 
MPEP § 904.01(c) (July 1998). Moreover, patent examiners are 
instructed to develop a search strategy that includes United States 
patents and “other organized systems of literature,” and to imple- 
ment the search strategy manually and by machine. MPEP § 
904.01(d). 


To assist examiners in obtaining prior art, the USPTO has 
invested a substantial amount of financial resources to the search 
and retrieval of a wide variety of prior art documents. Patent 
examiners can readily search classified paper files, microfilm, and 
CD-ROMs, comprising United States patents, foreign patent 
documents, Patent Cooperation Treaty (PCT) publications, as well 
as a large selection of nonpatent literature, including technical 
journals, books, magazines, encyclopedias, product catalogues, 
and industry newsletters. In addition, patent examiners have access 
to hundreds of in-house and commercial online databases provid- 
ing convenient access, from their desktop, to millions of United 
States and foreign patent and nonpatent literature documents. 


Emerging technologies, such as telecommunications and the 
computer-related arts, present challenges in searching and identi- 
fying the most relevant prior art. This is often because the best 
prior art with respect to these new technologies is available as 
nonpatent literature months to years before it is available in the 
form of United States or foreign patents. Accordingly, searching 
the nonpatent literature in blossoming technologies is vital to 
patentability determinations. To ensure complete coverage, the 
USPTO is assembling a larger, more complete nonpatent literature 
prior art collection in emerging technologies and is working on 
providing patent examiners with better access to nonpatent litera- 
ture in new areas of technology. 





Fepsruary 20, 2001 


Concurrent with the examiner’s duty to conduct a thorough and 
complete search of the prior art, applicants have a duty to submit 
all information known to them to be material to patentability. 
Specifically, 37 C.F.R. § 1.56 provides that information is material 
to patentability when (1) it establishes, by itself or in combination 
with other information, a prima facie case of unpatentability of a 
claim; or (2) it refutes, or is inconsistent with, a position the 
applicant takes in (i) opposing an argument of unpatentability 
relied on by the USPTO, or (ii) asserting an argument of 
patentability. 37 C.F.R. § 1.56 (1998). In addition, this Rule 
encourages applicants to examine certain types of information, 
e.g., prior art cited in search reports of a foreign patent office in a 
counterpart application, to ensure that material information is 
disclosed to the USPTO. 37 C.FR. § 1.56 (a)(1) & (2). 


Applicant’s duty to submit material information is important to 
high quality patent examination because inventors are generally in 
the best position to be aware of the state of the art and are in 
possession of, or have access to, the most pertinent prior art. For 
this reason, the quality of patent examination benefits when 
applicants assist the examiners in identifying information, particu- 
larly nonpatent literature, material to patentability. 


B. Questions 

The USPTO is interested in ensuring that patent examiners 
consider the most pertinent prior art during the examination of 
patent applications. Public comments, including responses to the 
following questions, are invited to assist the USPTO in identifying 
any improvements that can be made to ensure that patent exam- 
iners are searching and have access to the most relevant prior art 
in the course of examination of a patent application. The tenor of 
the following questions should not be taken as an indication that 
the USPTO has taken a position on or is predisposed to any 
particular approach to concerns regarding examiner access to 
pertinent prior art. Your thoughts on the following topics would be 
appreciated. 


1. Is the most pertinent prior art being considered by patent 
examiners during examination of patent applications? If not, 
please include the following in your response: 


(a) Provide support for your conclusions and identify the 
following: 


(i) the area(s) of technology most affected; and 


(ii) the type(s) of prior art most overlooked by the USPTO, 
including but not limited to United States patents, foreign 
patentdocuments, and nonpatent literature. 


(b) Identify why you perceive that patent examiners are not 
considering the most pertinent prior art. 


2. Do applicants submit the most pertinent prior art that they are 
aware of in connection with a filed patent application? If not, 
please include the foliowing in your response: 


(a) Provide support for your conclusions and identify the 
following: 


(i) the area(s) of technology most affected; and 


(ii) the type(s) of prior art that is not being submitted by 
applicants, including but not limited to United States patents, 
foreign patents, and nonpatent literature. 


(b) Identify why you perceive that applicants are not submitting 
the most pertinent prior art. 


3. Are the current rules and procedures for obtaining prior art 
during the examination of a patent application adequate and 
effective? If not, please include the following in your response: 


(a) Identify aspects of the rules and procedures that do not 
facilitate the identification of pertinent prior art; 


(b) Discuss any proposed changes to the rules or procedures to 
improve the identification of pertinent prior art; and 
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(c) Discuss potential advantages and hardships that patent 
applicants and examiners would face if particular changes were 
adopted. 


4. Are prior art searches typically conducted before filing a 
patent application with the USPTO? If not, please explain. If so, 
please include the following in your response: 


(a) An identification of the area(s) of technology where it is 
most likely that a prior art search would be conducted; 


(b) The scope of a proper prior art search (i.e., United States 
Patents, foreign patents, journal articles, corporate bulletins, as 
well as other types of nonpatent literature); and 


(c) An identification of databases and Internet resources gener- 
ally searched or available to applicants and/or the USPTO. 


5. Please indicate whether Information Disclosure Statements 
are frequently submitted and, if so, which of the following types of 
prior art documents are included: 


(a) United States patents; 


(b) Foreign patent documents and Patent Cooperation Treaty 
(PCT) publications; and 


(c) Nonpatent literature, including but not limited to journal 
articles, conference papers, corporate bulletins, and Internet pub- 
lications. If applicable, please explain why any of the aforemen- 
tioned type(s) of prior art documents are not normally submitted to 
the USPTO. 


6. Should applicants be required to conduct a prior art search 
and submit corresponding search results, including where they 
searched, to the USPTO when filing a patent application? If not, 
should applicants be required to disclose whether or not a search 
was conducted? Please explain your rationale and discuss any 
potential advantages and drawbacks. 


7. Should applicants be required to submit all prior art relied 
upon during the drafting of the claims of a patent application? 
Please explain your rationale and discuss any potential advantages 
and drawbacks. 


8. Should applicants be required to submit all nonpatent 
literature directed to the same field of invention attributable to, 
authored by, or co-authored by the applicant? Please explain your 
rationale and discuss any potential advantages and drawbacks. 


9. Please identify any type(s) of nonpatent literature documents 
applicants should be required to submit to the USPTO in connec- 
tion with any given patent application (e.g., conference reports, 
corporate collections, documents relied on in drafting an applica- 
tion, etc.). Please explain your rationale and discuss any potential 
advantages and drawbacks. 


10. If you believe that the most relevant prior art is not being 
identified during patent examination, please identify any sugges- 
tions to obviate this problem. In your response, please: 


(a) Discuss in detail any idea for addressing this problem 
effectively; 


(b) Explain how the proposal(s) should be implemented; 
(c) Identify who should bear the cost; and 


(d) Indicate any potential advantages and drawbacks for each 
suggestion 


11. Please discuss any related matters not specifically identified 
in the above questions. If this is done, parties are requested to: 


(a) Label that portion of the response as “Other Issues”; 
(b) Clearly identify the matter being addressed; 


(c) Provide examples, where appropriate, that illustrate the 
matter addressed; 
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(d) Identify any relevant legal authorities applicable to the 
matter being addressed; and 


(e) Provide suggestions regarding how the matter should be 
addressed by the USPTO. 


Ill. Guidelines for Oral Testimony 


Individuals wishing to testify must adhere to the following 
guidelines: 


1. Anyone wishing to testify at the hearing(s) must request an 
opportunity to do so no later than June 21, 1999 for the June 28, 
1999 hearing, or July 7, 1999 for the July 14, 1999 hearing. 
Requests to testify may be accepted on the date of the hearing if 
sufficient time is available on the schedule. No one will be 
permitted to testify without prior approval. 


2. Requests to testify must include the speaker’s name, affilia- 
tion and title, mailing address, telephone number, and hearing date 
desired. Facsimile number and Internet mail address, if available, 
should also be provided. Parties may include in their request an 
indication as to whether they wish to testify during the morning or 
afternoon session of the hearing. 


3. Speakers will be given between five and fifteen minutes to 
present their remarks. The exact amount of time allocated per 
speaker will be determined after the final number of parties 
testifying has been determined. All efforts will be made to 
accommodate requests for additional time for testimony presented 
before the day of the hearing. 


4. Speakers may provide a written copy of their testimony for 
inclusion in the record of the proceedings. These remarks should 
be provided no later than August 2, 1999. 


5. A schedule providing the approximate starting time for each 
speaker will be distributed the morning of the day of the hearing. 
Speakers are advised that the schedule for testimony will be 
subject to change during the course of the hearings. 


IV. Guidelines for Written Comments 
Written comments should include the following information: 
1. Name and affiliation of the individual responding; and 


2. If applicable, indications of whether comments offered 
represent views of the respondent’s organization or are the 
respondent's personal views. 


If possible, parties offering testimony or written comments 
should provide their comments in machine-readable format. Such 
submissions may be provided by electronic mail messages sent 
over the Internet, or on a 3.5" floppy disk formatted for use in 
either a Macintosh or MS-DOS based computer. Machine-readable 
submissions should be provided as unformatted text (e.g., ASCII 
or plain text), or as formatted text in one of the following file 
formats: Microsoft Word (Macintosh, DOS, or Windows versions); 
or WordPerfect (Macintosh, DOS, or Windows versions). 


Information that is provided pursuant to this notice will be made 
part of a public record and may be available via the Internet. In 
view of this, parties should not submit information that they do not 
wish to be publicly disclosed or made electronically accessible. 
Parties who would like to rely on confidential information to 
illustrate a point are requested to summarize or otherwise submit 
the information in a way that will permit its public disclosure. 
May 21, 1999 ROBERT M. ANDERSON 
Acting Assistant Secretary of Commerce 


and Acting Commissioner of 


Patents and Trademarks 
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(100) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 


[Docket No. 980605148-8148-01] 


Request for Comments on Interim Guidelines 
for Examination of Patent Applications Under the 
35 U.S.C. §§ 112 ¢ 1 “Written Description” Requirement 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice and request for public comments. 


SUMMARY: The Patent and Trademark Office (PTO) requests 
comments from any interested member of the public on the 
following interim guidelines. These guidelines will be used by 
PTO personnel in their review of biotechnological patent applica- 
tions for compliance with the “written description” requirement of 
35 U.S.C. §§ 112 A ¥¢ 1. Although the guidelines are directed 
primarily to written descriptions of biotechnological inventions, 
they reflect the current understanding of the PTO and apply across 
the board to all relevant technologies. 


DATES: Written comments on the interim guidelines will be 
accepted by the PTO until September 14, 1998. 


ADDRESSES: Written comments should be addressed to Box 8, 
Commissioner of Patents and Trademarks, Washington, D.C. 
20231, marked to the attention of Scott A. Chambers, Associate 
Solicitor or to Box Comments, Assistant Commissioner for Pat- 
ents, Washington, D.C. 20231 marked to the attention of Linda S. 
Therkorn. Alternatively, comments may be submitted to Scott 
Chambers via facsimile at (703) 305-9373 or by electronic mail 
addressed to “scott.chambers@uspto.gov” or to Linda Therkorn 
via facsimile at (703) 305-8825 or by electronic mail addressed at 
“linda.therkorn @ uspto.gov.” 


FOR FURTHER INFORMATION CONTACT: Scott Cham- 
bers by telephone at (703) 305-9035, by facsimile at (703) 
305-9373, by mail to his attention addressed to Box 8, Commis- 
sioner of Patents and Trademarks, Washington, D.C. 20231, or by 
electronic mail at “scott.chambers @uspto.gov”; or Linda Therkorn 
by telephone at (703) 305-8800, by facsimile at (703) 305-8825, 
by mail addressed to Box Comments, Assistant Commissioner for 
Patents, Washington, D.C. 20231, or by electronic mail at 
“linda.therkorn @ uspto. gov.” 


SUPPLEMENTARY INFORMATION: The PTO requests com- 
ments from any interested member of the public on the following 
interim guidelines. These guidelines will be used by PTO person- 
nel in their review of biotechnological patent applications for 
compliance with the “written description” requirement of 35 
U.S.C. §§ 112 4 1. Although the guidelines are directed primarily 
to written descriptions of biotechnological inventions, they reflect 
the current understanding of the PTO and apply across the board 
to all relevant technologies. Because these guidelines govern 
internal practices, they are exempt from notice and comment 
rulemaking under 5 U.S.C. § 553(b)(A). 


Written comments should include the following information: 1) 
name and affiliation of the individual responding; and 2) an 
indication of whether the comments offered represent views of the 
respondent's organization or are they respondent's personal views. 
The PTO is particularly interested in comments relating to: 1) the 
accuracy of the methodology; 2) relevant factors to consider in 
determining whether the written description requirement of 35 
U.S.C. §§ 112 4 1 is satisfied; 3) whether the scope of these 
guidelines should be limited to certain technologies, such as 
biotechnology, or even a particular area of biotechnology such as 
nucleic acids, or encompass all technologies generally; 4) whether 
the scope of these guidelines should be expanded to include 
processes and/or product-by-process claims; and 5) the impact 
these guidelines may have on currently pending applications as 
well as future applications. 
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Parties presenting written comments are requested, where pos- 
sible, to provide their comments in machine-readable format in 
addition to a paper copy. Such submissions may be provided by 
electronic mail messages sent over the Internet, or on a 3.5" floppy 
disk formatted for use in either a Macintosh, Windows, Windows 
for Workgroups, Windows 95, Windows NT, or MS-DOS based 
computer. 


Written comments will be available for public inspection on or 
about September 14, 1998, in Suite 918, Crystal Park 2, 2121 
Crystal Drive, Arlington, Virginia. In addition, comments provided 
in machine-readable format will be available through anonymous 
file transfer protocol (ftp) via the Internet (address: comments.us- 
pto.gov) and through the World Wide Web (address: www.usp- 
to.gov). 


Interim Guidelines for the Examination of Patent Applications 
Under The 35 U.S.C. §§ 112 ¢ 1 “Written Description” 
Requirement 


These “Written Description Guidelines” are intended to assist 
Office personnel in the examination of patent applications for 
compliance with the written description requirement of 35 U.S.C. 
§§ 112, ¢ 1, in view of University of California v. Eli Lilly' and the 
earlier cases Fiers v. Revel and Amgen, Inc. v. Chugai Pharma- 
ceutical Co.* These Interim Guidelines are directed primarily to 
determining whether there is written description support for 
product claims and are not intended to specifically address the 
description necessary to support process or product-by-process 
claims. Similarly, these Guidelines are not intended to directly 
address the question of new matter, which is currently addressed in 
the Manual of Patent Examining Procedure §§ 2163.06-.07. The 
Final Guidelines may address these additional issues if public 
comment suggests they should be addressed. These guidelines are 
based on the Office’s current understanding of the law and are 
believed to be fully consistent with binding precedent of the 
Supreme Court, the Federal Circuit, and the Federal Circuit’s 
predecessor courts. 


These guidelines do not constitute substantive rulemaking and 
hence do not have the force and effect of law. They are designed 
to assist Office personnel in analyzing claimed subject matter for 
compliance with substantive law. Rejections will be based upon 
the substantive law, and it is these rejections which are appealable. 
Consequently, any failure by Office personnel to follow the 
guidelines is neither appealable nor petitionable. 


These guidelines are intended to form part of the normal exami- 
nation process. Thus, where Office personnel establish a prima 
facie case of lack of written description for a claim, a thorough 
review of the prior art and examination on the merits for 
compliance with the other statutory requirements, including those 
of 35 U.S.C. §§ 101, 102, 103, and § 112, is to be conducted prior 
to completing an Office action which includes a rejection for lack 
of written description. 


Office personnel are to rely on these guidelines in the event of any 
inconsistent treatment of issues involving the written description 
requirement between these guidelines and any earlier guidance 
provided from the Office. Although these guidelines address 
examples principally drawn from the biotechnological arts, they 
are intended to be equally applicable to all fields of invention. 


I. General Principles Governing Compliance with the “Writ- 
ten Description” Requirement For Applications 


The first paragraph of 35 U.S.C. §§ 112 requires that the 
“specification shall contain a written description of the invention . 
...” This requirement is separate and distinct from the enablement 
requirement.* This written description requirement has several 
policy objectives. “(T]he ‘essential goal’ of the description of the 
invention requirement is to clearly convey the information that an 
applicant has invented the subject matter which is claimed.” 
Another objective is to put the public in possession of what the 
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applicant claims as the invention. The written description require- 
ment prevents an applicant from claiming subject matter that was 
not described in the specification as filed, and the proscription 
against the introduction of new matter in a patent application® 
serves to prevent an applicant from adding information that goes 
beyond the subject matter originally filed. 


To satisfy the written description requirement, a patent specifica- 
tion must describe the claimed invention in sufficient detail that 
one skilled in the art can reasonably conclude that the inventor had 
possession of the claimed invention.’ This requirement of the 
Patent Act promotes the progress of the useful arts by ensuring that 
patentees adequately describe their inventions in their patent 
specifications for the benefit of the public in exchange for the right 
to exclude others from practicing the invention for the duration of 
the patent’s term. 


II. Evaluate Whether The Application Complies With the 
“Written Description” Requirement 


The inquiry into whether the description requirement is met must 
be determined on a case-by-case basis and is a question of fact.? 
The examiner has the initial burden of presenting evidence or 
reasons why a person skilled in the art would not recognize in an 
applicant’s disclosure a description of the invention defined by the 
claims.'® Office personnel should adhere to the following proce- 
dures when reviewing patent applications for compliance with the 
written description requirement of 35 U.S.C. §§ 112, A 1. 


A. Review the entire application to determine what applicant 
has invented, the field of the inventionand the level of predict- 
ability in the art 


Prior to determining whether the claims satisfy the written 
description requirement, Office personnel should review the entire 
specification, including the specific embodiments, figures, se- 
quence listings, and the claims, to understand what applicant has 
invented and the correspondence between what applicant has 
described, i.e., has possession of, and what applicant is claiming. 
Such a review should be conducted from the standpoint of one of 
skill in the art at the time the application was filed and should 
include a determination of the field of the invention and, thus, the 
level of predictability in the art. Predictability of the structure of a 
species can be premised upon: 


(1) Whether the level of skill in the art leads to a predictability of 
structure; and/or 


(2) Whether teachings in the application or prior art lead to a 
predictability of structure. 


There is an inverse correlation between the level of predictability 
in the art and the amount of disclosure necessary to satisfy the 
written description requirement. For example, if there is a well- 
established correlation between structure and function in the art, 
one skilled in the art will be able to reasonably predict the 
complete structure of the claimed invention from its function. 
Thus, in some factual situations, the written description require- 
ment may be satisfied through disclosure of function alone when 
there is a well-established correlation between structure and 
function. In contrast, without such a correlation, prediction of 
structure from function is highly unlikely. In this latter case, 
disclosure of function alone will not satisfy the written description 
requirement." 


B. For each claim, determine what the claim as a whole covers 


Each claim must be separately analyzed and given its broadest 
reasonable interpretation.'? The entire claim, including its pre- 
amble language and transitional phrase, must be considered. 
“Preamble language” is that language in a claim appearing before 
a transitional phase, e.g., before “comprising,” “consisting essen- 
tially of,” or “consisting of’. The transitional term “comprising” 
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(and other comparable terms, e.g., “containing” and “including”) 
is “open-ended”--it covers the expressly recited subject matter 
alone or in combination with other uns tated subject matter.'* 
There must be adequate written description to support the claimed 
invention including the preamble.'* The claim as a whole, includ- 
ing all limitations found in the preamble, the transitional phrase, 
and the body of the claim, must be described sufficiently to satisfy 
the written description requirement.'* For claims of the form “A 
[structure] comprising SEQ ID NO: 1” there may be a written 
description problem if the claim as a whole, including its preamble 
and transitional phrase, is directed to an invention of unpredictable 
structure that is not fully described. 


For example, when the term “gene,” “mRNA,” or “cDNA” is 
recited in the preamble, it implies a specific structure (or a small 
genus of specific structures) when used in the traditional sense, 
i.e., to mean the structure having the naturally occurring sequence. 
Thus, “A gene comprising SEQ ID NO: 1”; “A mRNA comprising 
SEQ ID NO: 1”; and “A cDNA comprising SEQ ID NO: 1” 
implicitly recite specific structures such as promoters, enhancers, 
coding regions, and other regulatory elements in the preamble 
which must be sufficiently described in the specification so as to 
show the applicant was in possession of the claimed inventions. 


In contrast, use of less specific, generic preamble language, such as 
“composition,” “nucleic acid,” “DNA,” and “RNA,” does not 
typically present a written description problem. These terms are 
sufficiently general that one skilled in the art can readily envision 
a sufficient number of members of the claimed genus to provide 
written description support for the genus. 


A claim such as “A gene comprising SEQ ID NO: 1,” can be 
viewed as a species claim in which the preamble recites a 
combination and the body of the claim recites a subcombination: 
The “gene” is the combination and “SEQ ID NO: 1” (which is a 
fragment of the gene) is the subcombination. Written description 
of only the subcombination (in this example the fragment SEQ ID 
NO: 1) normally does not put one in possession of the combination 
(in this example the gene). 


Likewise, generic claims to sequences can be viewed as a genus of 
such combination-subcombination claims. For example, a claim 
such as “A nucleic acid comprising SEQ ID NO: 1” can be viewed 
as a genus claim in which each member of the genus (each species) 
is itself a combination-subcombination: Each member of the genus 
“nucleic acid” is a combination containing the subcombination 
“SEQ ID NO: 1” (which is a fragment of the nucleic acid). Again, 
the generic term “nucleic acid” does not typically present a written 
description problem because one skilled in the art can readily 
envision a sufficient number of members of the claimed genus to 
provide written description support for the genus.'® 


C. For each claimed species, determine whether there is 
sufficient written description to inform a skilled artisan that 
applicant was in possession of the claimed invention at the time 
the application was filed 


Written description may be satisfied through disclosure of relevant 
identifying characteristics, i.e., structure, other physical and/or 
chemical characteristics, functional characteristics when coupled 
with a known or disclosed correlation between function and 
structure, or some combination of such characteristics.'’ What is 
well known to one skilled in the art need not be disclosed.'* If a 
skilled artisan would have understood the inventor to be in 
possession of the claimed invention at the time of filing, even if 
every nuance of the claims is not explicitly described in the 
specification, then the adequate description requirement is met.'® 


For each claimed species: 


(1) Determine whether a complete structure is disclosed. The 
complete structure of a species typically satisfies the requirement 
that the description be set forth in “such full, clear, concise and 
exact terms” to show possession of the claimed invention.”° If a 
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complete structure is disclosed, the written description require- 
ment is satisfied for that species, and a rejection under 35 U.S.C. 
§§ 112 ¢ 1 for lack of written description must not be made. 


For example, consider the following claim: 


A probe for use in detecting nucleic acid sequences coding for 
enzyme Q from the genus Bacillus consisting of SEQ ID NO: 16.”! 


Considering the claim as a whole, it is a species claim covering the 
probe SEQ ID NO: 16. The specification discloses the complete 
sequence for SEQ ID NO: 16. Thus, this claim falls into the “safe 
harbor” described under C(1). 


(2) If the complete structure is not disclosed, determine whether 
the specification discloses other relevant identifying characteris- 
tics, i.e., physical and/or chemical characteristics and/or functional 
characteristics coupled with a known or disclosed correlation 
between function and structure, sufficient to describe the claimed 
invention in such full, clear, concise and exact terms that a skilled 
artisan would recognize applicant was in possession of the claimed 
invention. Disclosure of any combination of such identifying 
characteristics that would lead one of skill in the art to the 
conclusion that the applicant was in possession of the claimed 
species is sufficient. In such a case, a rejection for lack of written 
description under 35 U.S.C. §§ 112 4 1 must not be made. 


For example, consider the following claim: 


An isolated double-stranded DNA consisting of (1) a single- 
stranded DNA which has a molecular size of 2.57 Kb and is 
derived from golden mosaic virus, and (2) a DNA complementary 
to said single-stranded DNA, giving the restriction endonuclease 
cleavage map shown in FIG.2(a) and having no Mbo | restriction 
endonuclease site. 


Although the specification does not disclose the complete structure 
for the claimed DNA, it does disclose sufficient identifying 
characteristics, i.e., size, cleavage map, and source from which the 
DNA is derived. Thus, while this claim does not meet the C(1) 
criteria because the complete sequence is not disclosed, it does 
meet the C(2) criteria because one skilled in the art would 
recognize from the characteristics, e.g., size, map, source, that 
applicant was in possession of the claimed material at the time of 
filing. 


The following protein claim also falls within the C(2) criteria: 


An isolated alginate lyase enzyme wherein said enzyme lyses 
alginate in the mucous substance produced in a patient with cystic 
fibrosis and wherein said enzyme has the N-terminal amino acid 
sequence SEQ ID No. 1, obtained from Flavobacterium pepermen- 
tium and has the following physicochemical properties: (1) Activ- 
ity: lyses alginate to saccharides having a non-reducing end C4-C5 
double bond and ultimately to 4-deoxy-5-ketouronic acid; (2) 
Molecular weight: 60,000 daltons; (3) Optimal pH: 8.0; (4) Stable 
pH: 6.0-8.0; (5) Optimal temperature: 70 degrees C; and (6) 
Substrate specificity: alginate. 


In this example, the specification discloses the molecular weight, 
origin, activity, and specificity but does not disclose the complete 
structure for the claimed enzyme. Thus, this claim would not meet 
the C(1) criteria because the complete sequence is not disclosed. 
However, the claim meets the C(2) criteria because, although the 
complete structure is not disclosed, one skilled in the art would 
recognize from the disclosed physical characteristics--e.g., mo- 
lecular weight, origin, activity, and specificity--that applicant was 
in possession of the claimed material at the time of filing. 


In contrast, consider the following claim: 


An isolated nucleotide sequence consisting of the sequence of the 
reverse transcript of a human mRNA, which mRNA encodes 
insulin. 
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The specification in this example provides the coding sequence for 
rat insulin but not that for human insulin. The description for the 
reverse transcript of human mRNA is limited to its function, 
encoding human insulin, and to a method for isolating the claimed 
sequence from its natural source. A sequence described only by a 
purely functional characteristic, without any known or disclosed 
correlation between that function and the structure of the sequence, 
normally is not a sufficient identifying characteristic for written 
description purposes, even when accompanied by a method of 
obtaining the claimed species. In this case, even though a genetic 
code table would correlate a known insulin amino acid sequence 
with a genus of coding nucleic acids, the same table cannot predict 
the native, naturally occurring nucleic acid sequence of human 
mRNA or its corresponding cDNA. Thus, the specification in this 
example does not provide adequate written description, either 
under the C(1) or C(2) criteria.?* 


Any claim to a species that does not meet the test described under 
C(1) or C(2) must be rejected as lacking adequate written 
description under 35 U.S.C. §§ 112 4 1. 


D. For each claimed genus, determine whether there is suffi- 
cient written description to inform a skilled artisan that 
applicant was in possession of the claimed genus at the time the 
application was filed 


The written description requirement for a claimed genus may be 
satisfied through sufficient description of a representative number 
of species by relevant identifying characteristics, i.e., structure or 
other physical and/or chemical characteristics, by functional char- 
acteristics coupled with a known or disclosed correlation between 
function and structure, or by a combination of such identifying 
characteristics, sufficient to show the applicant was in possession 
of the claimed genus.”* A “representative number of species” 
requires that the species which are expressly described be repre- 
sentative of the entire genus. Thus, when there is substantial 
variation within the genus, it may require a description of the 
various species which reflect the variation within the genus. For 
example, a broadly drawn claim to a specific gene from ruminant 
mammals may require a representative species from cattle, buffalo, 
bison, goat, deer, antelope, camel, giraffe and llama. 


What constitutes a “representative number” is an inverse function 
of the predictability of the art, as determined in IIA above. The 
number must be sufficient to reasonably identify the other mem- 
bers of genus. In an unpredictable art, adequate written description 
of a genus cannot be achieved by disclosing only one species 
within the genus. In fact, if the members of the genus are expected 
to vary widely in their identifying characteristics, such as structure 
and activity, written description for each member within the genus 
may be necessary. 


Generalized descriptions alone, such as “vertebrate insulin cDNA” 
or “mammalian insulin cDNA,” fail to satisfy the written descrip- 
tion requirement because they do not describe any members of the 
genus except by function without any known or disclosed corre- 
lation between function and structure.”* If the correlation between 
structure and function in the art would not have been known to one 
skilled in the art and the specification does not describe the 
correlation, the written descriptive support cannot depend on that 
correlation. 


For each claim to a genus: 


(1) Determine whether a representative number of species have 
been described by complete structure as in C(1) above.lf a 
representative number have been so described, then the applicant 
has written description support for the claimed genus and a 
rejection under §§ 112 4 | for lack of written description must not 
be made. 


For example, consider the following claim to a genus: 


An isolated DNA probe for detecting HIV-X, wherein said DNA 
probe hybridizes to the nucleotide sequence set forth in SEQ ID 
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NO:1 under the following conditions: hybridization in 7% sodium 
dodecyl sulfate (SDS), 0.5M NaPO, pH 7.0, lmM EDTA at 50 C.; 
and washing with 1% SDS at 42 C. 


In this case, the specification discloses the sequence of the isolated 
DNA molecule consisting of SEQ ID NO: | and discloses several 
sequences that hybridize to SEQ ID NO: 1. Hybridization under 
the stringent conditions specified here requires that the claimed 
nucleic acid probes be structurally similar to the complement of 
the nucleic acid sequence disclosed as SEQ ID NO: 1. In this case, 
the description as a whole is sufficient to evidence possession of 
the claimed genus because the genus is defined by relation to the 
structure of the sequence provided as SEQ ID NO: 1, and because 
several species are disclosed that possess the hybridization prop- 
erty which further defines the genus. Thus, this claim to a genus 
meets the D(1) criteria. 


(2) For each claim to a genus not supported as described under 
D(1), determine whether there is a representative number of 
adequately described species, as analyzed under C(2). The repre- 
sentative number must permit one skilled in the art to reasonably 
identify the remaining members of the genus. If a representative 
number are so described, then the written description requirement 
is satisfied and, again, a rejection under §§ 112 4 1 for lack of 
written description must not be made. 


For example, consider the following claim to a genus: 


A monoclonal antibody which specifically binds to the novel 
cancer associated TAG-31 antigen but which does not substantially 
bind normal adult human tissues, wherein said monoclonal anti- 
body has a binding affinity of greater than 3 times 10? M™ for 
TAG-31. 


Considering the claim as a whole, it is drawn to a genus of 
monoclonal antibodies. Although the specification does not dis- 
close the complete structure of a representative number of species 
to support the claimed genus of antibodies, it does disclose 
multiple monoclonal antibodies which have the isotype claimed as 
well as the binding specificity and binding affinity characteristics 
recited in the claims. In this well-developed art, additional 
identifying characteristics for a substantial portion of the genus are 
well-known (e.g., number of chains, disulfide bonds, constant and 
variable regions, etc.). Thus, applicant’s disclosure combined with 
what was known in the art are sufficient to describe the claimed 
genus of monoclonal antibodies in such full, clear, concise and 
exact terms to show applicant was in possession of the claimed 
antibodies. Thus, the claim meets the D(2) criteria. 


As another example, consider the following claim to a genus: 


An isolated mutanase enzyme produced by Bacillus having the 
following physicochemical properties (1) to (9): (1) action: an 
ability to cleave alpha-1!,3-glucosidic links of mutan; (2) substrate 
specificity: an ability to effectively decompose mutan;(3) optimum 
pH: pH 4 to 4.5 when reacting on a mutan substrate at 35 degrees 
C. for 10 minutes; (4) pH range for stability: pH 4 to 10 when kept 
at 25 degrees C for 24 hours; (5) optimum temperature: 50 degrees 
to 65 degrees C when reacted at pH 5 with mutan as a substrate; 
(6) thermal stability: enzyme activity remains stable below 50 
degrees C after incubation at pH 5 for 10 minutes; (7) effect of 
metal ions: mercury and silver show inhibitory effect on a mutan 
substrate; (8) effect of inhibitors: p-chloromercurybenzoic acid 
shows inhibitory effect on a mutan substrate; and (9) molecular 
weight: about 140,000 to about 160,000 as determined by SDS- 
polyacrylamide gel electrophoresis. 


Considering the claim as a whole, it covers a genus of mutanase 
enzymes. Although the specification does not disclose the com- 
plete structure of a representative number of species to support the 
claimed genus of enzyme compositions, it does disclose 3 muta- 
nase species produced by different strains of Bacillus (mutanases 
A, B and C) which are identified by multiple relevant identifying 
characteristics, i.e., molecular weight, substrate specificity, opti- 
mum and ranges of temperature and pH for mutan cleavage 
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activity, etc. In this well-developed art, these identifying charac- 
teristics are sufficient for a skilled artisan to recognize applicant 
had possession of the species from the identifying characteristics 
of the three mutanase species, to reasonably predict sufficient 
identifying characteristics of the other members of the genus and, 
thus, establish possession of the genus. Thus, the claim meets the 
D(2) criteria. 


As another example, consider the following claim to a genus: 


A DNA comprising a novel DF3 enhancer and DNA encoding a 
heterologous gene but not encoding DF3 wherein said DF3 
enhancer consists of SEQ ID NO: 1. 


Considering the claim as a whole, it covers a genus of DNA. The 
specification does not describe a representative number of mem- 
bers of the genus by complete structure. Thus, the claim does not 
meet the D(1) criteria. However, there is sufficient disclosure of 
identifying characteristics common to the members of the genus, 
i.e., DF3 enhancer, to meet the D(2) criteria. Because of the nature 
of the generic term “DNA,” one skilled in the art could envision a 
sufficient number of the members of the genus to describe the 
invention in such full, clear and concise terms as to show 
possession of the invention at the time of filing. 


In contrast, consider the claim: 


An isolated nucleic acid comprising the structure of the reverse 
transcript of a mammalian mRNA, which mRNA encodes insulin. 


Considering the claim as a whole, the claim covers the genus of 
nucleotide sequences encoding mammalian insulin. The specifica- 
tion only provides the coding sequence for rat insulin cDNA and 
a method to isolate the coding sequence from its natural source.”° 
This description does not meet the criteria of D(1) or D(2) and thus 
does not satisfy the written description requirement. 


Also contrast the claim “A gene comprising SEQ ID NO: 1.” 
Although all genes encompassed by this claim share the charac- 
teristic of comprising SEQ ID NO: 1, and as such migh* appear to 
meet the D(2) criteria, there is insufficient description of the 
characteristics (e.g., promoters, enhancers, coding regions, and 
other regulatory elements) which identify the genes, as opposed to 
any DNA comprising SEQ ID NO: 1. 


If sufficient identifying characteristics are not disclosed for a given 
genus, as described in D(1) or D(2), the claim to that genus must 
be rejected as lacking adequate written description under 35 
U.S.C. §§ 112 4 1. 


Ill. Complete Patentability Determination Under All Statutory 
Requirements and Clearly Communicate Findings, Conclu- 
sions and Their Bases 


The above only describes how to determine whether the written 
description requirement of 35 U.S.C. §§ 112 4 1 is satisfied. 
Regardless of the outcome of that determination, Office personnel 
must complete the patentability determination under all the rel- 
evant statutory provisions of the Patent Act. 


Once Office personnel have concluded analysis of the claimed 
invention under all the statutory provisions, including 35 U.S.C. 
§§ 101, § 112, 102 and 103, they should review all the proposed 
rejections and their bases to confirm their correctness. Only then 
should any rejection be imposed in an Office action. The Office 
action should clearly communicate the findings, conclusions and 
reasons which support them. 


Specific to these guidelines: 


A. For each claim lacking written description support, reject 
the claim under section § 112, { 1, for lack of adequate written 
description 
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In rejecting a claim, set forth express findings of fact regarding the 
above analysis which support the lack of written description 
conclusion. These findings should: 


(1) identify the claim limitation not described; and 


(2) provide reasons why a person skilled in the art at the time the 
application was filed would not have recognized the description of 
this limitation in view of the disclosure of the application as filed. 


When appropriate, suggest amendments to the claims which would 
bring the claims into compliance with the written description in the 
specification, bearing in mind the prohibition against new matter in 
the claims and corresponding description set forth in 35 U.S.C. 
§§§ 112 and 132. 


B. Upon reply by applicant, again determine the patentability 
of the claimed invention, including whether the written de- 
scription requirement is satisfied by performing the analysis 
described above in view of the whole record 


Upon reply by applicant, before repeating any rejection under 
Section § 112 4 1 for lack of written descriptive basis, review the 
basis for the rejection in view of the record as a whole, including 
amendments, arguments and any evidence submitted by applicant. 
If the whole record now demonstrates that the written description 
requirement is satisfied, do not repeat the rejection in the next 
Office action. If the record still does not demonstrate that written 
description is adequate to support the claim(s), repeat the rejection 
under 35 U.S.C. §§ 112 4 1, fully respond to applicant’s rebuttal 
arguments, and properly treat any further showings submitted by 
applicant in the reply. Any affidavits, including those relevant to 
the §§ 112 4 1 written description requirement, must be thoroughly 
analyzed and discussed in the Office action. 


ENDNOTES 


. 119 F.3d 1559, 43 USPQ2d 1398 (Fed. Cir. 1997). 


. 984 F.2d 1164, 25 USPQ2d 1601 (Fed. Cir. 1993). 


. 927 F.2d 1200, 18 USPQ2d 1016 (Fed. Cir. 1991). 


4. E.g., Vas-Cath, Inc. v. Mahurkar, 935 F.2d 1555, 1560, 19 
USPQ2d 1111, 1115 (Fed. Cir. 1991). 


5. In re Barker, 559 F.2d 588, 592 n.4, 194 USPQ 470, 473 n.4 
(CCPA 1977). 


6. 35 U.S.C. §§ 132 & 251. 


7. E.g., Vas-Cath, Inc. v. Mahurkar, 935 F.2d 1555, 1563, 19 
USPQ2d 1111, 1116 (Fed. Cir. 1991). Much of the written 
description case law addresses whether the specification as origi- 
nally filed supports claims not originally in the application. The 
issue raised in the cases is most often phrased as whether the 
original application provides “adequate suppor” for the claims at 
issue or whether the material added to the specification incorpo- 
rates “new matter” in violation of 35 U.S.C. § 132. The “written 
description” question similarly arises in the interference context, 
where the issue is whether the specification of one party to the 
interference can support the newly added claims corresponding to 
the count at issue, i.e., whether that party can “make the claim” 
corresponding to the interference count. E.g., see Martin v. Mayer, 
823 F.2d 500, 502, 3 USPQ2d 1333, 1335 (Fed. Cir. 1987). 


In addition, early opinions suggest the Patent and Trademark 
Office was unwilling to find written descriptive support when the 
only description was found in the claims; however, this viewpoint 
was rejected. See In re Koller, 613 F.2d 819, 204 USPQ 702 
(CCPA 1980) (original claims constitute their own description); Jn 
re Gardner, 475 F.2d 1389, 177 USPQ 396 (CCPA 1973) (accord); 
In re Wertheim, 541 F.2d 257, 191 USPQ 90 (CCPA 1976) 





Fepruary 20, 2001 


(accord). It is now well-accepted that a satisfactory description can 
be mined from the claims or any other portion of the originally 
filed specification. 


These early opinions did not address the quality or specificity of 
particularity that was required in the description, i.e., how much 
description is enough. 


8. See Eli Lilly, 119 F.3d at 1566, 43 USPQ2d at 1404. 


9. See In re Smith, 458 F.2d 1389, 1395, 173 USPQ 679, 683 
(CCPA 1972) (“Precisely how close [to the claimed invention] the 
description must come to comply with §§ 112 must be left to a 
case-by-case development.”); Jn re Wertheim, 541 F.2d 257, 262, 
191 USPQ 90, 96 (CCPA 1976) (inquiry is primarily factual and 
depends on the nature of the invention and the amount of 
knowledge imparted to those skilled in the art by the disclosure). 


10. Wertheim, 541 F.2d at 262, 191 USPQ at 96. 


11. See Eli Lilly, 119 F.3d at 1568, 43 USPQ2d at 1406 (written 
description requirement not satisfied by merely providing “a result 
that one might achieve if one made that invention”); /n re Wilder, 
736 F.2d 1516, 1521, 222 USPQ 369, 372-73 (Fed. Cir. 1984) 
(affirming a rejection for lack of written description because the 
specification does “little more than outline goals appellants hope 
the claimed invention achieves and the problems the invention will 
hopefully ameliorate’’). 


12. See, e.g., In re Morris, 127 F.3d 1048, 1053-54, 44 USPQ2d 
1023, 1027 (Fed. Cir. 1997). 


13. See, e.g., Ex parte Davis, 80 USPQ 448, 450 (1948) (“com- 
prising” leaves the “claim open for the inclusion of unspecified 
ingredients even in major amounts”.), quoted with approval in 
Moleculon Research Corp v. CBS, Inc., 793 F.2d 1261, 1271, 229 
USPQ 805, 812 (Fed. Cir. 1986). 


14. See Pac-Tec Inc. v. Amerace Corp., 903 F.2d 796, 801, 14 
USPQ2d 1871, 1876 (Fed. Cir. 1990) (determining that preamble 
language that constitutes a structural limitation is actually part of 
the claimed invention). 


15. An applicant shows possession of the claimed invention by 
describing the claimed invention with all of its limitations. 
Lockwood v. American Airlines, Inc., 107 F.3d 1565, 1572, 41 
USPQ2d 1961, 1966 (Fed. Cir. 1997). 


16. E.g., Eli Lilly, 119 F.3d at 1568, 43 USPQ2d at 1405-06. 


17. A “relevant identifying characteristic” is one that would 
provide evidence that applicant was in possession of what is 
claimed. For example, the presence of a restriction enzyme map of 
a gene may be relevant to a statement that the gene has been 
isolated. One skilled in the art could determine whether the gene 
disclosed was the same as or different than a gene isolated by 
another by comparing the restriction enzyme map. In contrast, 


U.S. PATENT AND TRADEMARK OFFICE 


1243 TMOG 239 
(100) 


evidence that the gene could be digested with a nuclease would not 
normally represent a relevant characteristic since any gene would 
be digested with a nuclease. 


Examples of identifying characteristics include a sequence, struc- 
ture, binding affinity, binding specificity, molecular weight and 
length. Although structural formulas provide a convenient method 
of demonstrating possession of specific molecules, other identify- 
ing characteristics can demonstrate the requisite possession. For 
example, unique cleavage by particular enzymes, isoelectric points 
of fragments, detailed restriction enzyme maps, a comparison of 
enzymatic activities, or antibody cross reactivity may be sufficient 
to show possession of the claimed invention to one of skill in the 
art. See Lockwood v. American Airlines, Inc., 107 F.3d 1565, 1572, 
41 USPQ2d 1961, 1966 (1997) (“written description” requirement 
may be satisfied by using “such descriptive means as words, 
structures, figures, diagrams, formulas, etc. that fully set forth the 
claimed invention”). 


However, a definition by function alone “does not suffice” to 
sufficiently describe a coding sequence “because it is only an 
indication of what the gene does, rather than what it is.” Eli Lilly, 
119 F3 at 1568, 43 USPQ2d at 1406. See also Fiers, 984 F.2d at 
1169-71, 25 USPQ2d at 1605-06 (discussing Amgen). 


18. See Hybritech Inc. v. Monoclonal Antibodies, Inc., 802 F.2d 
1367, 1379-80, 231 USPQ 81, 90 (Fed. Cir. 1986). 


19. See, e.g., Vas-Cath, 935 F.2d at 1563, 19 USPQ2d at 1116; 
Martin v. Johnson, 454 F.2d 746, 751, 172 USPQ 391, 395 (CCPA 
1972) (stating “the description need not be in ipsis verbis to be 
sufficient”). 


20. 35 U.S.C. §§ 112 4 1. Cf. Fields v. Conover, 443 F.2d 1386, 
1392, 170 USPQ 276, 280 (CCPA 1971) (finding a lack of written 
description because the specification lacked the “full, clear, con- 
cise, and exact written description” which is necessary to support 
the claimed invention). 


21. The examples contained within these guidelines are not 
intended to represent the minimum requirements necessary to 
comply with 35 U.S.C. §§ 112 4 1. 


22. See Eli Lilly, 119 F.3d at 1568, 43 USPQ2d at 1406. 
23. See id. at 1568, 43 USPQ2d at 1406. 


24. Cf. Eli Lilly, 119 F.3d at 1567, 43 USPQ2d at 1405 (stating that 
“The name cDNA is not itself a written description of that DNA; 
it conveys no distinguishing information concerning itself.”). 


25. See id. 1568, 43 USPQ2d at 1406. 


June 9, 1998 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 


[1212 OG 15} 
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Biosequence Internet Filing 


Related to: 37 CFR 1.824 Form and Format for 
Nucleotide and/or Amino Acid Sequence Submissions 
in Computer Readable Form 


(101) 


Description: 


This electronic filing project represents the first public release of 
an electronic filing system (EFS) to test direct electronic submis- 
sion of application information to the U.S. Patent and Trademark 
Office. It is called EFS BIO and it is focused on computer readable 
amino acid and/or nucleotide sequence listings. It moves the 
USPTO closer to attaining the goal of electronic filing of all patent 
application submissions by 2003. 


The sequence listing(s) to be transmitted electronically via the 
Internet will correspond only to biotechnology patent utility 
applications already filed in USPTO on paper under current rules 
in Title 37 C.F.R. § 1.821-1.825. 


The electronic filing system will provide a mechanism for certain 
qualified patent applicants and certain practitioners to conduct a 
‘real time’ electronic filing of the computer readable form (CRF) 
of the amino acid and/or nucleotide sequence listing required in a 
pending paper biotechnology patent application. The electronic 
filing system provides “real time” feedback to the filer acknowl- 
edging the USPTO’s receipt of the CRF copy of the sequence 
listing. The system will accommodate input created by a sequence 
listing authoring tool, PatentIn, as well as accommodate input 
created by other standard methods or editors. 


Participants: 


The use of the electronic filing system to submit computer 
readable format sequence listing ASCII file(s) via the Internet is 
voluntary. To electronically file a a nucleotide and/or amino acid 
sequence with the USPTO via the Internet, a participant must be 
identified as one of the following authorized patent application 
filers (applicant, assignee, attorney or agent or assignee undivided 
part) as set forth in 37 CFR (1.33(b)). 


Authorized filers must have a pending utility patent application 
that requires a nucleotide and/or amino acid sequence submission 
in computer readable form (37 CFR 1.824). Filers must be familiar 
with the use of the PatentIn sequence authoring application or 
another acceptable sequence authoring tool. 


Authorized filers must submit a request to the USPTO Office of 
Enrollment and Discipline (OED) for a set of public key certifi- 
cates (a digital signing certificate and a confidentiality certificate). 
Interested filers should contact OED to obtain a copy of the 
USPTO Certificate Action Form and USPTO Public Key Infra- 
structure Subscriber Agreement. They will be contacted by 
USPTO regarding the approval of the submitted request. Individu- 
als who already have certificates that were obtained from the 
USPTO via the above procedure for other purposes are also 
qualified to participate. Upon approval of the submitted request, 
the USPTO will provide a software installation package that 
enables the authorized patent application filer to securely commu- 
nicate with USPTO Electronic Business Center (EBC) application 
systems. 
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During the initial release of the electronic filing system for a 
Biosequence Internet filing, participation will be limited to those 
authorized patent application filers whose offices are located in the 
Washington, D.C. metro area. Later releases will expand that 
limitation. Authorized filers located either in or outside the 
Washington, D.C. metro area, and who are interested in filing 
biosequences via the Internet are asked to submit a request to 
obtain a copy of the USPTO public key certificates starting in 
October 1999. 


Guidance on registration to use EFS BIO to file computer readable 
format sequence listing will be available at the USPTO web site 
Electronic Business Center. Applicants or practitioners’ who have 
registered with the USPTO to obtain a digital certificate will 
download the EFS desktop application called the Electronic 
Packaging And Validation Engine (ePave) from the Electronic 
Business Center patent electronic filing web page. 


When: 


This initial release of the electronic filing system for biosequences 
via the Internet is now available. 


Features of EFS-BIO: 


* Authorized filers will obtain valid public key certificates and 
security related software from the USPTO. 


* Authorized filers with valid certificates will download electronic 
filing desktop software (called ePave) from Electronic Business 
Center Electronic Filing Web page. 


* The filers will submit an ASCTI text file of the biosequences using 
the electronic filing system. 


* Only the following file formats may be used: .zip (compressed 
file), .app. (Patent In file format), .txt (ASCII text file) 


* The biosequence electronic filing submission must be accompa- 
nied by an electronic transmittal file created by the software. 


* The transmittal file must be signed by the person intending the 
electronic mark to be his or her signature. This means that the 
person verifying a patent application must personally make the 
mark in the appropriate section of the “electronic” patent applica- 
tion submission (e.g. transmittal, declaration) 


* The USPTO electronic filing desktop software will automatically 
save a complete copy of the electronically signed transmittal 
document and make the electronic document available for printing. 


* Electronic Filing certificate practice is similar to current fax 
practice, including use of a certificate of mailing or transmission, 
in accordance with 37 C.FR. § 1.8. 


* The official date/stamp on the biosequence electronically filed 
submission will occur at the date and time the last byte of the 
electronic file is received by the USPTO Electronic Mailroom 
Server. 


¢ Authorized electronic filers will be presented with a “confirma- 
tion” screen that displays the document being electronically 
submitted to the USPTO and requires the applicant to confirm his 
intention to submit it. The verification of a confirmation screen is 
a necessary step to assure that the USPTO’s electronic record(s) 
have the required authenticity. 


* Filers will not be permitted to submit a sequence listing via the 
Internet without entering a valid USPTO assigned national appli- 
cation number. 


* Most information will be error-checked by the software. Filers 
will be allowed to override some of these discovered errors if 
desired. 


* After completion of an electronic filing of a biosequence, the 
electronic filer will submit a paper that refers to the Internet filing 
of the sequence listing and include a copy of the acknowledgement 
receipt provided by USPTO. 
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Business rule modifications: 


This procedure will serve, for the patent applications concerned, in 
lieu of the procedures for the computer readable form as specified 
in 37 CER. § 1.821 (e) and § 1.824. Procedures for all other patent 
applications are not affected. 


For more information on this program, please consult the EFS Web 
Page at Electronic Business Center http://pto-ebc.uspto.gov or the 
USPTO web site at www.uspto.gov. It is preferred that questions 
and comments should be addressed to USPTO at the following 
e-mail address: EFS @uspto.gov. If e-mail is unavailable or inap- 
propriate, contact Diane Lewis at telephone number 703-305- 
9892. 


November 4, 1999 NICHOLAS P. GODICI 
Deputy Assistant Commissioner 


for Patent Process Services 


[1228 OG 198] 





(102) DEPARTMENT OF COMMERCE 


Patent and Trademark 


Requirements for Patent Applications 
Containing Nucleotide Sequence and/or 
Amino Acid Disclosures; Correction 
AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Correcting amendments. 


SUMMARY: This document contains a correction to the rules 
relating to the format for nucleotide and/or amino acid sequence 
disclosures in patent applications. 


EFFECTIVE DATE: September 10, 1998. 


FOR FURTHER INFORMATION CONTACT: Esther M. Kep- 
plinger, by telephone at (703) 308-1495; by mail addressed to: Box 
Comments - Patents, Assistant Commissioner for Patents, Wash- 
ington, DC 20231 marked to her attention; by facsimile to (703) 
305-3935; or by electronic mail at esther.kepplinger@uspto.gov. 


SUPPLEMENTARY INFORMATION: Appendix B to Subpart 
G to Part | of title 37 of the Code of Federal Regulations is a 
listing entitled “Headings for Information Items in § 1.823.” It 
contains the headings that were required prior to the June 1, 1998, 
amendment of the rules. 


On June 1, 1998, the Patent and Trademark Office published a 
final rule entitled “Requirements for Patent Applications Contain- 
ing Nucleotide Sequence and/or Amino Acid Disclosures” in the 
Federal Register (63 FR 29620). The listing of headings in 
Appendix B is no longer correct in view of the final rule. The 
headings adopted in the final rule replaced those used in Appendix 
B. For this reason, Appendix B should have been removed from 
the final rule. Because Appendix B may be misleading, it is now 
being removed. 


List of Subjects in 37 CFR Part | 


Administrative practice and procedure, Courts, Freedom of 
information, Inventions and patents, Incorporation by reference, 
Reporting and recordkeeping requirements, Small businesses. 


PART | - RULES OF PRACTICE IN PATENT CASES 


Accordingly, 37 CFR Part | is corrected by making the 
following correcting amendment: 


1. The authority citation for Part | continues to read as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 
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Appendix B To Subpart G To Part | [Corrected] 


2. Remove Appendix B To Subpart G To Part |. 


September 8, 1998 ALBIN F. DROST 


Deputy Solicitor 


[1215 OG 13] 





(103) DEPARTMENT OF COMMERCE 
Patent and Trademark Office37 CFR Part 1 
[Docket No: 960828235-8109-02] 


RIN: 0651-AA88 


Requirements for Patent Applications 
Containing Nucleotide Sequence and/or 
Amino Acid Disclosures 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Final Rule 


SUMMARY: The Patent and Trademark Office (PTO) is amend- 
ing the rules for submitting nucleotide or amino acid sequences in 
computer readable form (CRF) for patent applications. These 
amendments simplify the requirements of the rules, rearrange 
portions of the rules for better understanding and establish 
consistent rules to permit a single internationally acceptable 
computer readable form. Sequence Listings will be presented in an 
international, language neutral format using numeric identifiers 
rather than the current subject headings. The Paper Sequence 
Listing will preferably be a separately numbered section of the 
patent application. Sequences which contain fewer than four 
specifically identified nucleotides or amino acids will no longer be 
required to be submitted in computer readable form. 


DATES: EFFECTIVE DATE: July 1, 1998. The incorporation by 
reference of certain publications listed in the regulations is 
approved by the Director of the Federal Register as of July 1, 1998. 


APPLICABILITY DATE: Sections 1.821 through 1.825 as 
amended apply to applications filed on or after July 1, 1998, except 
for: (1) applications that claim the benefit of a prior application 
under 35 U.S.C. 120 filed before July 1, 1998, and which do not 
add subject matter involving a sequence listing subject to §§ 1.821 
through 1.825; and (2) reissue applications in which the applica- 
tion for the patent sought to be reissued was filed before July 1, 
1998. Sections 1.821 through 1.825 apply during a reexamination 
proceeding if the application for the patent sought to be reexam- 
ined was filed on or after July 1, 1998. 


FOR FURTHER INFORMATION CONTACT: Esther M. Kep- 
plinger, by telephone at (703) 308-1495; by mail addressed to: Box 


Comments - Patents, Assistant Commissioner for Patents, Wash- 
ington, DC 20231 marked to her attention; by facsimile to (703) 
305-3935; or by electronic mail at esther.kepplinger@uspto.gov 


SUPPLEMENTAL INFORMATION: Sections 1.821 through 
1.825 of title 37 provide a standardized format for the description 
of nucleotide and amino acid sequence data in patent applications 
and require the submission of such sequences in computer read- 
able form (CRF). Sections 1.82! through 1.825 provide the 
following benefits to the PTO: (1) improved search capabilities; 
(2) improved interference detection; (3) more efficient examina- 
tion; (4) cost savings for the input of the sequence data; (5) more 
efficient and accurate printing of sequences in patents; (6) ex- 
change of the sequence data with other patent offices electroni- 
cally; and (7) improved public access to the sequences electroni- 
cally. 

REASONS FOR THE CHANGES 

In response to the needs of our customers, the procedural require- 
ments found in former §§ 1.821 through 1.825 have been reduced. 


Sections 1.821 through 1.825 are being amended to be consistent 
with World Intellectual Property Organization (WIPO) Standard 
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ST.25 (signed in 1998 and effective July 1, 1998). ST.25 replaces 
WIPO Standards ST.23 and ST.24 which deal with paper and 
electronic submissions of sequence listings. 


A Meeting of International Authorities (MIA) under the Patent 
Cooperation Treaty (PCT) was held in November of 1994 to 
discuss simplification of sequence listing submission require- 
ments. 


Under the previous PCT Regulations, each International Searching 
Authority, each International Preliminary Examining Authority 
and each designated/elected office was free to set the requirements 
for submission of sequence listings in paper and electronic form. 
This imposed a burden on applicants by requiring them to prepare 
sequence listings in many different formats. In addition, sequence 
listings were required to be translated for consideration in the 
national stage at considerable cost to applicants and at the risk that 
the information could be inaccurately translated. 


After the November 1994 MIA, the PTO, the European Patent 
Office (EPO) and the Japanese Patent Office (JPO) worked 
together with WIPO to create a new international standard which 
forms the basis of WIPO Standard ST.25 (1998). Sections 1.821 
through 1.825 of 37 CFR, as amended herein, are consistent with 
WIPO Standard ST.25 (1998) and the PCT sequence listing 
requirements. Sequence listings prepared in accordance with §§ 
1.821 through 1.825 as amended generally will be acceptable in all 
countries which adhere to WIPO Standard ST.25 (1998). In 
addition, a sequence listing prepared in accordance with the §§ 
1.821 through 1.825 as amended will be acceptable for the national 
stage in all PCT member countries which require the submission of 
a sequence listing. As a result of this rule change, applicants will 
experience a reduction in cost since only one sequence listing in 
paper and electronic form will need to be prepared and translations 
of this listing will not be needed. 


All necessary changes to the text of §§ 1.821 through 1.825 to 
reflect the new WIPO Standard ST.25 (1998), have been made. 
Each change is described below. 


OVERVIEW OF THE CHANGES 
The changes in this Final Rule include: 


(1) use of numeric identifiers to replace the language subject 
headings within the submission; 

(2) elimination of unnecessary and confusing data elements; 

(3) movement of the paper Sequence Listing to the end of the 
application, preferably with separately numbered pages; 

(4) elimination of the requirement to provide a submission for 
sequences with fewer than four specifically defined nucleotides or 
amino acids; 

(5) use of lower-case one-letter codes for nucleotide bases; 

(6) rearrangement of portions of the rules to improve their 
context; 

(7) clarification and simplification of the rules to aid in 
understanding; and 

(8) minor changes to accomplish harmonization with WIPO 
Standard ST.25 (1998) as weli as the EPO and the JPO standards. 


Amended §§ 1.821 through 1.825 are not mandatory for: (1) 
applications that claim the benefit of a prior application under 35 
U.S.C. 120 filed before July 1, 1998, and which do not add subject 
matter involving a sequence listing subject to §§ 1.821 through 
1.825; (2) reissue applications in which the application for the 
patent sought to be reissued was filed before July 1, 1998; and (3) 
reexamination proceedings if the application for the patent sought 
to be reexamined was filed before July 1, 1998. The PTO will 
accept and encourages the submission of sequence listings in 
compliance with amended §§ 1.821 through 1.825 for any appli- 
cation or reexamination proceeding. All sequence listings (includ- 
ing the entire computer readable form) must be submitted in 
compliance with either §§ 1.821 through 1.825 as amended in this 
Final Rule or (when permitted) former §§ 1.821 through 1.825. 


If the CRF for a new application would be identical to a compliant 
CRF already on file in the PTO, the applicant may make reference 
to the other application and the CRF in lieu of filing a duplicate 
CRF in the new application by following the procedures set forth 
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in § 1.821(e). If exceptional circumstances do arise and certain 
applicants experience specific hardships in attempting to comply 
with amended §§ 1.821 through 1.825, the PTO will consider a 
petition under § 1.183 to waive certain requirements of §§ 1.821 
through 1.825. 


A Notice of Proposed Rulemaking entitled “Changes Implement- 
ing Nucleotide and/or Amino Acid Sequence Listings” (Notice of 
Proposed Rulemaking) was published in the Federal Register at 61 
FR 51855 (October 4, 1996), and in the Official Gazette of the 
Patent and Trademark Office, at 1191 Off. Gaz. Pat. Office 168 
(October 29, 1996). Sections 1.821 through 1.825 as adopted 
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WIPO Standard ST.25 (1998), Appendix 2, Table 2, provides that 
modified bases may be represented as the corresponding unmodi- 
fied bases in the sequence itself, if the modified base is one of 
those listed below and the modification is further described in the 
Feature section of the Sequence Listing. The codes from the list 
below may be used in the description ( i.e., the specification and 
drawings, or in the Sequence Listing) but these codes may not be 
used in the sequence itself. 


Table 2: modified bases 





contain several changes from these sections. This Final Rule Symbol Meaning 
provides a discussion of the content of the specific rules being acdc 4-acetyl cytidine ue 
amended, description of the changes in the text of the proposed  chmSu 5-(carbonyhydronyimethyijuridine 
rules, and explanation of the reasons supporting the changes. In. ©™ ai 2-O-methy Icytidine are 
addition, comments received in response to the Notice of Proposed cmam5s2u 5-carboxymethy laminomethy!-2-thiouridine 
Didier aces. cmnmS5u 5-carboxymethylaminomethyluridine 
- ? d dihydrouridine 
. ’ a fm 2-O-methylpseudouridine 
Discussion of Specific Rules and Changes from the Proposed gal g beta, D-galactosylqueuosine 
Rules: gm 2-O-methyliguanosine 
inosine 
Title 37 of the Code of Federal Regulations, Part 1, is amended as _ 16a N6-isopentenyladenosine 
follows. mla 1-methyladenosine 
mlif 1-methylpseudouridine 
sana . ml 1-methylguanosine 
SECTION 1.77 mit -euaiienian 
m22g 2,2-dimethylguanosine 
The proposed change to 37 CFR 1.77 was previously adopted. See m2a 2-methyladenosine 
Miscellaneous Changes to Patent Practice; Final Rule, 61 FR  m2g 2-methyl guanosine 
42790 (August 19, 1996), 1190 Off. Gaz. Pat. Office 67 (September m3c 3-methylcytidine 
17, 1996). m5c 5-methylcytidine 
m6a N6-methyladenosine 
: m7 7-methylguanosine 
Section 1.821 anil S-qneteiicelonmeatiatubiies 
mam5s2u 5-methoxyaminomethyl-2-thiouridine 
Section 1.821 incorporates by reference the World Intellectual man q beta, D-mannosylqueuosine 
Property Organization (WIPO) Handbook on Industrial Property mcm5s2u 5-methoxycarbonylmethy]-2-thiouridine 
Information and Documentation, Standard ST.25 (1998), including = mcmSu 5-methoxycarbonylmethyluridine 
Tables | through 6 of Appendix 2, in accordance with 5 U.S.C. moSu 5-methoxyuridine 
552(a) and 1 CFR part 51. Copies may be obtained from the World — ms2i6a 2-methylthio-N6-isopentenyladenosine 
Intellectual Property Organization; 34 chemin des Colombettes; | ™S2t6a N-{(9-beta-D-ribofuranosyl-2- 
1211 Geneva 20 Switzerland. Copies may be inspected at the methylthiopurine-6-yl) carbamoyl) 
Patent Search Room; Crystal Plaza 3, Lobby Level; 2021 South a D-ribofun a 
Clark Place; Arlington, VA 22202. Copies may also be inspected at mda 6 p a Pernt smart 
the Office of the Federal Register, 800 North Capitol Street, NW, ' ins ae Sst spt a ae 
Suite 700, Washington, DC 20408. These Tables are reproduced "~ rer sf -fomn omee-er eee nemeael 
F g P o5u uridine-5-oxyacetic acid 
below. osyw wybutoxosine 
Pp pseudouridine 
WIPO Standard ST.25 (1998), Appendix 2, Table 1, provides that q queuosine 
the bases of a nucleotide sequence should be represented using the — s2c 2-thiocytidine 
following one-letter code for nucleotide sequence characters: s2t 5-methyl-2-thiouridine 
s2u 2-thiouridine 
Table 1: one letter codes for nucleotide sequences s4u 4-thiouridine 
t 5-methyluridine 
Symbol Meaning Origin of t6a N-((9-beta-D-ribofuranosy|lpurine-6-yl)- 
designation carbamoy])threonine 
a a adenine tm 2-O-methyl-5-methyluridine 
g g guanine um 2-O-methyluridine yw wybutosine 
c c cytosine x 3-(3-amino-3-carboxy-propy] uridine, 
t t thymine (acp3)u 
u u uracil 
r gora purine WIPO Standard ST.25 (1998), Appendix 2, Table 3, provides that 
y Vu orc pyrimidine the amino acids should be represented using the following three- 
m aorc amino letter code with the first letter as a capital. 
k g or t/u keto - rs $ 
. g orc strong interactions Table 3: amino acid three-letter codes 
3 H-bonds aoe Symbol Meaning 
Ww a or tu weak interactions - 
> H-bonds Ala Alanine 
b g orc or vu not a Cys Cymeine . 
d a or g or tu not c Asp Aspartic Acid 
h a orc or tu not g Glu Glutamic Acid 
Vv aor gore not t, not u Phe Phenylalanine 
n (a or g orc any Gly Glycine 
or tu) or His Histidine 
(unknown lle Isoleucine 
or other) Lys Lysine 
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Leu Leucine Abu 2-Aminobutyric acid 

Met Methionine 4Abu 4-Aminobutyric acid, piperidinic acid 

Asn Asparagine Acp 6-Aminocaproic acid 

Pro Proline Ahe -Aminoheptanoic acid 

Gin Glutamine Aib -Aminoisobutyric acid 

Arg Arginine bAib -Aminoisobutyric acid 

Ser Serine Apm -Aminopimelic acid 

Thr Threonine Dbu 2,4-Diaminobu tyric acid 

Val Valine Des Desmosine 

Trp Tryptophan Dpm 2,2-Diaminopimelic acid 

Tyr Tyrosine Dpr 2,3-Diaminopropionic acid 

Asx Asp or Asn EtGly N-Ethylglycine 

Gix Glu or Gln EtAsn N-Ethylasparagine 

Xaa unknown or Hyl Hydroxylysine 

other aHyl allo-Hydroxylysine 
3Hyp 3-Hydroxyproline 
WIPO Standard ST.25 (1998), Appendix 2, Table 4, provides that 4Hyp 4-Hydroxyproline 
modified and unusual amino acids may be represented as the Ide Isodesmosine 
corresponding unmodified amino acids in the sequence itself if the alle ellis: Sendeacinn 
modified or unusual amino acid is one of those listed below and MeGlv N-Me Si ; . 
age : - ; a eGly Methyilglycine, sarcosine 
the modification is further described in the Feature section of the Melle 06. Staieiiedionton 
Sequence Listing. The codes from the list below may be used in : Regt 
the description (i.e., the specification and drawings, or in Sequence MeLys 6-N-Methyllysine 
Listing) but these codes may not be used in the sequence itself. MeVal N-Methylvaline 
Nva Norvaline 

Table 4: modified and unusual amino acid codes Nle Norleucine 


Orn Ornithine 


= 


2~wh - 


t 











Symbol Meaning 

Aad 2-Aminoadipic acid 
bAad 3-aminoadipic acid WIPO Standard ST.25 (1998), Appendix 2, Table 5 provides for 
bAla beta-Alanine, beta-Aminopropionic acid feature keys related to DNA sequences. 





Table 5: Feature keys related to nucleotide sequences 





Key Description 

allele a related individual or strain contains stable,alternative forms of the 
same gene which differs from the presented sequence at this 
location (and perhaps others) 

attenuator 1) region of DNA at which regulation of termination oftranscription 
occurs, which controls the expression of some bacterial operons; 
2) sequence segment located between the promoter and the first 
structural gene that causes partial termination of transcription 

C_region constant region of immunoglobulin light and heavychains, and 
T-cell receptor alpha, beta, and gamma chains. Includes one or 
more exons depending on the particular chain 

CAAT_signal CAAT box; part of a conserved sequence located about75 bp 
up-stream of the start point of eukaryotic transcrip-tion which may 
be involved in RNA polymerase binding; consensus=GG (C or 
T)CAATCT 

CDS coding sequence; sequence of nucleotides that correspondswith the 
sequence of amino acids in a protein (location includes stop codon). 
Feature includes amino acid conceptual translation 

conflict independent determinations of the samesequence differat this site 
or region 

D-loop displacement loop; a region within mitochondrial DNA inwhich a 
short stretch of RNA is paired with one strand of DNA, displacing 
the original partner DNA strand in this region; also used to describe 
the displacement of a region of one strand of duplex DNA by a 
single stranded invader in the reaction catalyzed by RecA protein 

D-segment diversity segment of immunoglobulin heavy chain, andT-cell re- 
ceptor beta chain 

enhancer a cis-acting sequence that increases the utilization of(some) eukary- 
otic promoters, and can function in either orientation and in any 
location (upstream or downstream) relative to the promoter 

exon region of genome that codes for portion of spliced mRNA; 
maycontain 5’UTR, all CDSs, and 3° UTR 

GC_signal GC box; a conserved GC-rich region located upstream ofthe start 
point of eukaryotic transcription units which may occur in multiple 
copies or in either orientation; consensus=GGGCGG 

gene region of biological interest identified as a gene and forwhich a 
name has been assigned 

iDNA Intervening DNA; DNA which is eliminated through any ofseveral 
kinds of recombination 

intron a segment of DNA that is transcribed, but removed fromwithin the 
transcript by splicing together the sequences (exons) on either side 
of it 
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J_segment 
LTR 


mat_peptide 


misc_binding 


misc_difference 


misc_eature 


misc_recomb 


misc_RNA 


misc_signal 


misc_structure 


modified_base 


mRNA 
mutation 
N_region 
old_sequence 


polyA_signal 


polyA_site 


precursor_RNA 


prim_transcript 


primer_bind 


promoter 
protein_bind 
RBS 
repeat_region 
repeat_unit 
rep_origin 


rRNA 


S_region 


satellite 


joining segment of immunoglobulin light and heavychains, and 
T-cell receptor alpha, beta, and gamma-chains 

long terminal repeat, a sequence directly repeated at bothends of a 
defined sequence, of the sort typically found in retroviruses 
mature peptide or protein coding sequence; codingsequence for the 
mature or final peptide or protein product following post-transla- 
tional modification. The location does not include the stop codon 
(unlike the corresponding CDS) 

site in nucleic acid which covalently or non-covalently binds 
another moiety that cannot be described by any other Binding key 
(primer_bind or protein_bind) 

feature sequence is different from that presented in the entry and 
cannot be described by any other Difference key(conflict, unsure, 
old sequence, mutation, variation, allele, or modified_base) 
region of biological interest which cannot be described by any other 
feature key; a new or rare feature 

site of any generalized, site-specific or replicativerecombination 
event where there is a breakage and reunion of duplex DNA that 
cannot be described by other recombination keys (iDNA and virion) 
or qualifiers of source key (/insertion_seq,/transposon,/proviral) 
any transcript or RNA product that cannot be defined byother RNA 
keys (prim transcript, precursor RNA, mRNA, S’clip, 3°clip, 
S’UTR, 3°UTR, exon, CDS, sig_peptide, transit_pep-tide, mat- 
_peptide, intron, polyA_site, rRNA, tRNA, scRNA, and snRNA) 
any region containing a signal controlling or altering gene function 
or expression that cannot be described by otherSignal keys (pro- 
moter, CAAT_signal, TATA_signal, -35_signal, -10_signal, GC- 
_signal, RBS, polyA_signal, enhancer, attenuator, terminator, and 
rep_origin) 

any secondary or tertiary structure or conformation that cannot be 
described by other Structure keys (stem_loopand D-loop) 

the indicated nucleotide is a modified nucleotide and should be 
substituted for by the indicated molecule (given in themod base 
qualifier value) 

messenger RNA; includes 5’untranslated region (5’UTR),coding 
sequences (CDS, exon) and 3’untranslated region (3° UTR) 

a related strain has an abrupt, inheritable change in the sequence at 
this location 

Extra nucleotides inserted between rearrangedimmunoglobulin seg- 
ments 

the presented sequence revises a previous version of quencethe 
sequence at this location 

recognition region necessary for endonuclease cleavage of an RNA 
transcript that is followed by _ polyaden- ylation; 
consensus=AATAAA 

site on an RNA transcript to which will be added adenine residues 
by post- transcriptional polyadenylation 

any RNA species that is not yet the mature RNA product; may 
include S’clipped region (5’clip), S’untranslated region(S’UTR), 
coding sequences (CDS, exon), intervening sequences (intron), 
3’untranslated region (3’UTR), and 3’clipped region (3’clip) 
primary (initial, unprocessed) transcript; includes 5’clipped egion 
(S’clip), 5° untranslated region (S’UTR), coding sequences (CDS, 
exon), intervening sequences (intron), 3’untranslated region 
(3°UTR), and 3’clipped region (3’clip) 

Non-covalent primer binding site for initiation of replica-tion, 
transcription, or reverse transcription. Includes site(s) for synthetic 
e.g., PCR primer elements 

region on a DNA molecule involved in RNA polymerase binding to 
initiate transcription 

non-covalent protein binding site on nucleic acid 

ribosome binding site 

region of genome containing repeating units 

single repeat element 

origin of replication; starting site for duplication of nucleic acid to 
give two identical copies 

mature ribosomal RNA; the RNA component of the ribonucleo- 
protein particle (ribosome) which assembles amino acids intopro- 
teins 

Switch region of immunoglobulin heavy chains. Involved in the 
rearrangement of heavy chain DNA leading to the expression of a 
different immunoglobulin class from the same B-cell 

many tandem repeats (identical or related) of a shortbasic repeating 
unit; many have a base composition or other property different from 
the genome average that allows them to be separated from the bulk 
(main band) genomic DNA 
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scRNA 


sig_peptide 


snRNA 


source 


stem_loop 


STS 


TATA_signal 


terminator 


transit_peptide 


tRNA 


unsure 
V_region 


V_segment 


variation 
3’clip 
3°;UTR 
5’clip 
5°UTR 


-10_signal 


-35 signal 


small cytoplasmic RNA; any one of several small cytoplasmicRNA 
molecules present in the cytoplasm and (sometimes) nucle-us of a 
eukaryote 

signal peptide coding sequence; coding sequence for an N-terminal 
domain of a secreted protein; this domain is invol-ved in attaching 
nascent polypeptide to the membrane; leader sequence 

small nuclear RNA; any one of many small RNA speciesconfined to 
the nucleus; several of the snRNAs are involved in splicing or other 
RNA processing reactions 

identifies the biological source of the specified span ofthe sequence. 
This key is mandatory. Every entry will have, as a minimum, a 
single source key spanning the entire sequence. More than one 
source key per sequence is permissi-le 

hairpin; a double-helical region formed by base-pairing between 
adjacent (inverted) complementary sequences in a single strand of 
RNA or DNA 

Sequence Tagged Site. Short, single-copy DNA sequence thatchar- 
acterizes a mapping landmark on the genome and can be detected 
by PCR. A region of the genome can be mapped by determining the 
order of a series of STSs 

TATA box; Goldberg-Hogness box; a conserved AT-rich septamer 
found about 25 bp before the start point of each eukaryotic RNA 
polymerase II transcript unit which may be involved in positioning 
the enzyme for correct initiation; consensus=TATA(A or T)A(A or 
T) 

sequence of DNA located either at the end of the transcript or 
adjacent to a promoter region that causes RNA polymeraseto 
terminate transcription; may also be site of binding of repressor 
protein 

transit peptide coding sequence; coding sequence for an e N- 
terminal domain of a nuclear-encoded organellar protein; this 
domain is involved in post-translational import of the protein into 
the organelle 

mature transfer RNA, a small RNA molecule (75-85 bases long)that 
mediates the translation of a nucleic acid sequence into an amino 
acid sequence 

author is unsure of exact sequence in this region 

Variable region of immunoglobulin light and heavy chains, and 
T-cell receptor alpha, beta, and gamma chains. Codes for thevari- 
able amino terminal portion. Can be made up from V_segments, 
D_segments, N_regions, and J_segments 

variable segment of immunoglobulin light and heavy chains, and 
T-cell receptor alpha, beta, and gamma chains. Codes formost of the 
variable region (V_region) and the last few amino acids of the 
leader peptide 

a related strain contains stable mutations from the same gene (e.g., 
RFLPs, polymorphisms, etc.) which differ from thepresented se- 
quence at this location (and possibly others) 

3’-most region of a precursor transcript that is clippedoff during 
processing 

region at the 3’ end of a mature transcript (following thestop codon) 
that is not translated into a protein 

5’-most region of a precursor transcript that is clippedoff during 
processing 

region at the 5’ end of a mature transcript (preceding theinitiation 
codon) that is not translated into a protein 

pribnow box; a conserved region about 10 bp upstreamof the start 
point of bacterial transcription units which may be involved in 
binding RNA polymerase; consensus=TATAAT 

a conserved hexamer about 35 bp upstream of the startpoint of 
bacterial transcription units; consensus=TTGACA [ ] or TGT- 
TGACA [ } 





WIPO Standard ST.25 (1998), Appendix 2, Table 6 provide for feature keys related to protein sequences. 


Table 6: Feature keys related to Protein sequences 





Key 

CONFLICT 

VARIANT 

VARSPLIC 

MUTAGEN 

MOD RES 

ACETYLATION 
AMIDATION 
BLOCKED 
FORMYLATION 
GAMMA-CARBOXYGLU- 


Description 


Different papers report differing sequences 
Authors report that sequence variants exist 


Description of sequence variants produced by alternative splicing 


Site which has been experimentally altered 
Post-translational modification of a residue 
N-terminal or other ‘ 

Generally at the C-terminal ot a mature active peptide 
Undetermined N- or C-terminal blocking group 

Of the N-terminal methionine 


Of asparagine, aspartic acid, proline or lysine 
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TAMIC ACID HYDROXY- 


LATION 
METHYLATION 
PHOSPHORYLATION 
PYRROLIDONE CAR- 

BOXYLIC ACID 
SULFATATION 
LIPID 
MYRISTATE 
PALMITATE 
FARNESYL 
GERANYL-GERANYL 


GPI-ANCHOR 


N-ACYL DIGLYCERIDE 


DISULFID 


THIOLEST 
THIOETH 
CARBOHYD 
METAL 
BINDING 
SIGNAL 
TRANSIT 
PROPEP 
CHAIN 
PEPTIDE 
DOMAIN 
CA_BIND 
DNA_BIND 
NP_BIND 
TRANSMEM 


ZN_FING 
SIMILAR 


REPEAT 
HELIX 
STRAND 
TURN 
ACT_SITE 
SITE 


INIT_MET 
NON_TER 


NON_CONS 


Generally of lysine or arginine 
Of serine, threonine, tyrosine, aspartic acid orhistidine 
N-terminal glutamate which has formed an internal cyclic lactam 


Generally of tyrosine 

Covalent binding of a lipidic moiety 

Myristate group attached through an amide bond to the N- terminal 
glycine residue of the mature form of a protein or to an internal 
lysine residue 

Palmitate group attached through a thioether bond to a cysteine 
residue or through an ester bond to a serine or threonine residue 

Farnesyl group attached through a thioether bond to a cysteine 
residue 

Geranyl-geranyl group attached through a thioether bond to a 
cysteine residue 

Glycosyl-phosphatidylinositol (GPI) group linked tothe alpha- 
carboxyl group of the C-terminal residue of the mature form of a 
protein 

N-terminal cysteine of the mature form of aprokaryotic lipoprotein 
with an amide-linked fatty acid and a glyceryl group to which two 
fatty acids are linked by ester linkages 

Disulfide bond. The ‘FROM’ and ‘TO’ endpoints represent the two 
residues which are linked by an intra-chain disulfide bond. If the 
‘FROM’ and ’TO’ endpoints are identical, the disulfide bond is an 
interchain one and the description field indicates the nature of the 
cross-link 

Thiolester bond. The ‘FROM’ and ‘TO’ endpoints represent the 
two residues which are linked by the thiolester bond 

Thioether bond. The ‘FROM’ and ‘TO’ endpoints represent the two 
residues which are linked by the thioether bond 

Glycosylation site. The nature of the carbohydrate (if known) is 
given in the description field 

Binding site for a metal ion. The description fieldindicates the 
nature of the metal 

Binding site for any chemical group (co-enzyme,prosthetic group, 
etc.). The chemical nature of the group is given in the description 
field 

Extent of a signal sequence (prepeptide) 

Extent of a transit peptide (mitochondrial,chloroplastic, or for a 
microbody) 

Extent of a propeptide 

Extent of a polypeptide chain in the mature protein 

Extent of a released active peptide 

Extent of a domain of interest on the sequence. The nature of that 
domain is given in the description field 

Extent of a calcium-binding region 

Extent of a DNA-binding region 

Extent of a nucleotide phosphate binding region. The nature of the 
nucleotide phosphate is indicated in the description field 

Extent of a transmembrane region 

Extent of a zinc finger region 

Extent of a similarity with another protein sequence. Precise 
information, relative to that sequence is given in the description 
field 

Extent of an internal sequence repetition 

Secondary structure - Helices, e.g., Alpha-helix, 3(10) helix, or 
Pi-helix 

Secondary structure - Beta-strand, e.g., Hydrogen bonded beta- 
strand, or Residue in an isolated beta-bridge 

Secondary structure - Turns, e.g., H-bonded turn (3-turn, 4-turn, or 
5-turn) 

Amino acid(s) involved in the activity of an enzyme 

Any other interesting site on the sequence 

The sequence is known to start with an initiatormethionine 

he residue at an extremity of the sequence is not the terminal 
residue. If applied to position 1, this signifies that the first position 
is not the N-terminus of the complete molecule. If applied to the 
last position, it signifies that this position is not the C-terminus of 
the complete molecule. There is no description field for this key 

Non consecutive residues. Indicates that two residues in a sequence 
are not consecutive and that there are a number of unsequenced 
residues between them 
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UNSURE 


Uncertainties in the sequence. Used to describe region(s) of a 


sequence for which the authors are unsure about the sequence 





In paragraph (a) of § 1.821, the reference to “Standard ST.23: 
Recommendation for the presentation of Nucleotide and Amino 
Acid Sequence Listings in Patent Applications and in Published 
Patent Documents, paragraphs 8 through 12, April 1994” has been 
replaced by “Standard ST.25: Standard for the Presentation of 
Nucleotide and Amino Acid Sequence Listings in Patent Applica- 
tions (1998), including Tables | through 6 in Appendix 2.” These 
changes reflect the correct information with regard to the incor- 
porated WIPO standard and the lists of symbols for nucleotide and 
amino acid sequence characters. 


Further in paragraph (a) of § 1.821, “(Hereinafter “WIPO Standard 
ST.23 (April, 1994)”)” has been changed to “(Hereinafter “WIPO 
Standard ST.25 (1998)).” This change is necessary to indicate the 
correct abbreviation for new standard ST.25. 


Further in paragraph (a) of § 1.821, both occurrences of “Copies of 
ST.23” have been changed to “Copies of WIPO Standard ST.25 
(1998).” This change is necessary to reflect the new standard 
number. 


In paragraph (a)(1) of § 1.821, “ST.23 (April 1994), paragraph 8" 
has been changed to “ST.25 (1998), Appendix 2, Table 1.” This 
change reflects the correct information with regard to the incor- 
porated WIPO standard and the list of symbols to be used for 
nucleotide sequence characters. 


Further in paragraph (a)(1) of § 1.821, “ST.23 (April 1994), 
paragraph 9" has been changed to “ST.25 (1998), Appendix 2, 
Table 2.” This change reflects the correct information with regard 
to the incorporated WIPO standard and the list of modified bases 
which can be presented as unmodified nucleotide sequence char- 
acters. 


In paragraph (a)(2) of § 1.821, all three occurrences of “ST.23 
(April 1994), paragraph 11" have been changed to “ST.25 (1998), 
Appendix 2, Table 3.” This change reflects the correct information 
with regard to the incorporated WIPO standard and the list of 
symbols to be used for amino acid sequence characters. 


Further in paragraph (a)(2) of § 1.821, “ST.23 (April 1994), 
paragraph 12" has been changed to “ST.25 (1998), Appendix 2, 
Table 4.” This change reflects the correct information with regard 
to the incorporated WIPO standard and the list of modified or 
unusual amino acids which can be presented as unmodified amino 
acid sequence characters. 


In paragraph (c) of § 1.821, each of the three occurrences of the 
words “integer identifier” or “integer identifiers” has been changed 
to “sequence identifier” or “sequence identifiers” as appropriate. 
WIPO Standard ST.25 (1998), uses the term “sequence identifier” 
rather than “integer identifier.” Thus, this change is necessary to 
achieve harmonization with the international standard. 


In the last sentence of paragraph (c) of § 1.821, the phrase “The 
sequence omitted shall appear following the integer identifier” of 
the proposed rule has been replaced by the code ‘000’ shall be used 
in place of the sequence.” The response for the numeric identifier 
<160> shall include the total number of SEQ ID NOs, whether 
followed by a sequence or by the code ‘000’. The code <000> 
should be put into <400>. This change permits flexibility in the 
preparation and amendment of Sequence Listings. It also makes 
the rule language-neutral and is consistent with WIPO Standard 
ST.25 (1998). 


In paragraph (d) of § 1.821, the words “integer identifier” have 
been changed to “sequence identifier.” WIPO Standard ST.25 
(1998) uses the term “sequence identifier” rather than “integer 
identifier.” Thus, this change is necessary to achieve harmoniza- 
tion with the international standard. 


In paragraphs (f), (g) and (h) of § 1.821, the sentence “Such a 
statement must be a verified statement if made by a person not 
registered to practice before the Office” has been deleted. The 


assignment 





separate verification requirements in § 1.821 have been eliminated 
in view of the recent amendment to 1.4(d) and 10.18. See Changes 
to Patent Practice and Procedure; Final Rule, 62 FR. 53131 
(October 10, 1997), 1203 Off. Gaz. Pat. Office 63 (October 21, 
1997). Paragraph (g) of § 1.821 has also been amended to provide 
that the Office will provide a “period of time” (rather than one 
month) within which the applicant must comply with the require- 
ments of § 1.821(b) through (f) in order to avoid abandonment. 


Further in paragraph (f) of § 1.821, the following has been added 
at the end of the first sentence, ”, e.g., the information recorded in 
computer readable form is identical to the written sequence 
listing.” WIPO Standard ST.25 (1998), paragraph 39, requires the 
language which has been added as an acceptable example for 
phrasing the required statement that the computer readable form 
and the written sequence listing are the same. 


Section 1.822 


In paragraph (b) of 1.822, both references to WIPO Standard ST.23 
(April 1994), paragraphs 8 and 11, as proposed have been changed 
to “WIPO Standard ST.25 (1998), Appendix 2, Tables | and 3.” 
These changes reflect the correct information with regard to the 
incorporated WIPO standard and the lists of symbols for nucle- 
otide and amino acid sequence characters. 


Further in paragraph (b) of 1.822, “WIPO Standard ST.23 (April 
1994), paragraphs 9 and 12” as proposed has been changed to 
“WIPO Standard ST.25 (1998), Appendix 2, Tables 2 and 4.” This 
change reflects the correct information with regard to the incor- 
porated WIPO standard and the lists of modified bases and 
modified or unusual amino acids which can be depicted in the 
Sequence Listing via the symbols for a corresponding unmodified 
base or amino acid. 


Further in paragraph (b) of 1.822, the symbol designating an 
unknown nucleotide base or a nucleotide base other than those 
listed in the WIPO standard was proposed as an upper case letter 
“N.” This symbol has been changed to a lower case letter “n.” This 
change is consistent with the use of lower case letters for the 
symbols representing the nucleotide bases. Further in paragraph 
(b) of 1.822, the language has been clarified to specifically state 
that each “n” or “Xaa” represents only a single residue. Thus, for 
example, a single “Xaa” may not be used to designate a string of 
four amino acids, each of which is unknown. This represents a 
codification of existing practice. 


Further in paragraph (b) of § 1.822, the information required in the 
Feature section to explain the use of “n” or “Xaa” in a given 
sequence is referred to “as appropriate.” Additional instruction is 
added at the end of paragraph (b) of § 1.822 following “the Feature 
section” indicating ”, preferably by including one or more feature 
keys listed in WIPO Standard ST.25 (1998), Appendix 2, Tables 5 
and 6." This change specifies the preference for using the feature 
keys listed in the WIPO standard in order to aid applicants in filing 
a CRF which will comply with WIPO Standard ST.25 (1998). 
These feature keys are controlled vocabulary and are considered 
language neutral. Their use is required in a PCT patent application 
or a patent application in a foreign country which has adopted 
WIPO Standard ST.25 (1998). 


In paragraph (c)(1) of § 1.822, “WIPO Standard ST.23 (April 
1994), paragraph 8" as proposed has been changed to WIPO 
Standard ST.25 (1998), Appendix 2, Table 1.” This change reflects 
the correct information with regard to the incorporated WIPO 
standard and the list of symbols to be used for nucleotide sequence 
characters. 


In paragraph (d)(1) of § 1.822, “WIPO Standard ST.23 (April 
1994), paragraph 11, as proposed has been changed to “WIPO 
Standard ST.25 (1998), Appendix 2, Table 3.” This change reflects 
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the correct information with regard to the incorporated WIPO 
standard and the list of symbols to be used for amino acid 
sequence characters. 


In paragraph (d)(4) of § 1.822, the section notes that enumeration 
requirements are applicable to amino acid sequences that are 
circular in configuration. The following language has been added 
to the end of the paragraph ”, with the exception that the 
designation of the first amino acid of the sequence may be made at 
the option of the applicant.” This change is necessary to provide 
consistency with its counterpart of circular nucleotide sequences 
as provided in paragraph (c)(7) of § 1.822. This change is also 
consistent with WIPO Standard ST.25 (1998), paragraph 21. In 
paragraph (e) of § 1.822, the words “integer identifiers” have been 
changed to “sequence identifiers.” WIPO Standard ST.25 (1998) 
uses the term “sequence identifier” rather than “integer identifier.” 
Thus, this change is necessary to achieve harmonization with the 
international standard. 


Section 1.823 


In paragraph (a) of 1.823, the entire second sentence which read 
“On a separate page of the application specification, immediately 
prior to the claims, there shall be a reference to the presence of the 
‘Sequence Listing’ in a ‘Sequence Listing Annex.’” has been 
eliminated. The designation of the Sequence Listing as an annex to 
the specification was initially proposed in an early version of the 
international standard. This terminology is not used in WIPO 
Standard ST.25 (1998), however, and so it has also been eliminated 
from paragraph (a) of 1.823, as proposed. Simplification results as 
well by the elimination of the requirement that the Sequence 
Listing must be designated as an annex to the specification. 


In paragraph (a) of § 1.823, the third sentence has been modified 
by deleting the words “shall appear in the ‘Sequence Listing 
Annex,’ which is.” As explained above, the current version of the 
international standard does not require designating the Sequence 
Listing as an annex to the specification. 


In paragraph (a) of § 1.823, the words “preferably should be” have 
been added to ihe third sentence, before “numbered independently 
of the numbering of the remainder of the application” to describe 
the independent page numbering of the Sequence Listing in paper 
copy form. The term “preferably” was added for purposes of 
harmonization with WIPO Standard ST.25 (1998). In paragraph (a) 
of § 1.823, the last clause of the third sentence “and shall be placed 
in the application file” has been deleted as unnecessary and 
potentially confusing now that the reference to a “Sequence 
Listing Annex” has been removed from this paragraph. In para- 
graph (a) of § 1.823, the fourth sentence has been eliminated in its 
entirety. As explained above, the current version of the interna- 
tional standard does not require designating the Sequence Listing 
as an annex to the specification. 


In paragraph (a) of § 1.823, in both occurrences in the fifth 
sentence and in the single occurrence in the sixth sentence, the 
word “shall” has been changed to “should.” These changes are 
necessary for purposes of achieving consistency with WIPO 
Standard ST.25 (1998). 


In paragraph (b) of § 1.823, the first sentence has been modified by 
the deletion of the words “in addition to and immediately 
preceding.” This change is consistent with WIPO Standard ST.25 
(1998). 


In paragraph (b) of § 1.823, the fifth sentence has been deleted, 
eliminating the prohibition of any item of information occupying 
more than one line. This change is consistent with WIPO Standard 
ST.25 (1998). 


In paragraph (b) of § 1.823, the last sentence has been deleted to 
eliminate the “rep” designation for data elements of the “Sequence 
Listing.” Certain data elements may still be repeated within the 
listing but this change was made for harmonization of the table 
with WIPO Standard ST.25 (1998). 
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In paragraph (b) of § 1.823, the eighth sentence has been modified 
to reflect the new numeric numbering scheme, for harmonization 
with WIPO Standard ST.25 (1998). Specifically, “<100> through 
<193>” of the proposed rule has been changed to “<110> through 
<170>.” The table in paragraph (b) of § 1.823, has been changed 
to reflect the revised numbering scheme and data elements used in 
WIPO Standard ST.25 (1998). The specific changes are as follows: 


Numeric identifier “<100>, General Information,” has been de- 
leted from the proposed rules, as it is not present in WIPO 
Standard ST.25 (1998). 


Numeric identifier “<110>, Applicant,” in the proposed rule, has 
been changed to indicate that “preferably” a maximum of ten 
names may be indicated. This change allows for more than ten 
names in the Applicant field for those instances in which such 
would be appropriate. This change is consistent with WIPO 
Standard ST.25 (1998). 


Numeric identifier “<120>, Title of Invention,” in the proposed 
rule, has been changed to eliminate the limitation that the title be 
a maximum of four lines. This change allows applicants more 
flexibility with respect to the title. This change is consistent with 
WIPO Standard ST.25 (1998). 


Numeric identifier “<130>, Number of Sequences,” in the pro- 
posed rule, has been changed to reflect “<130>, File Reference,” as 
stated in WIPO Standard ST.25 (1998). This numeric identifier 
was indicated as “<183>, File Reference/Docket Number”, in the 
rule as proposed.As proposed this was an optional numeric 
identifier. The numeric identifier remains optional once the appli- 
cation has been assigned an application number, e.g., a serial 
number. This numeric identifier is now MANDATORY when an 
application number has not yet been assigned to the application, 
such as on the day the application is initially filed. This change will 
assist in the matching of sequence information submissions with 
an application in the event that either the paper copy or the 
computer readable form were to become separated from the 
remainder of the application. This change is consistent with WIPO 
Standard ST.25 (1998). 


The Number of Sequences field identified as “<130>” in the 
proposed rule is now numbered “<160>” in § 1.823 as adopted and 
redefined as “Number of SEQ ID NOs.” The information associ- 
ated with numeric identifiers “<140>” through “<153>,” “Corre- 
spondence Address” through “Operating System” of the proposed 
rule, has been eliminated to reduce the burden on the applicant and 
to harmonize with WIPO Standard ST.25 (1998). Some of these 
numeric identifiers have been used in the new numbering scheme 
and have been associated with different information as indicated 
herein and in the Table of § 1.823. One remaining numeric 
identifier within the Computer Readable Form section, “<154>, 
Software,” of the proposed rule, will remain, with the exception 
that it has been reassigned the numeric identifier of “<170>” to 
reflect the numbering scheme presented in WIPO Standard ST.25 
(1998). 


The main headings “<160>, Current Application Data” and 
“<170>, Prior Application Data,” of the proposed rules, have been 
eliminated to harmonize with WIPO Standard ST.25 (1998) and 
reduce the number of fields in the Sequence Listing. The informa- 
tion that was to appear under these main headings remains in the 
rules but has been reassigned numeric identifiers <140> through 
<150>. The specific changes are as follows: “<160>” has been 
redefined as “Number of SEQ ID NOs”; “<161>, Application 
Number,” of the proposed rule is now numbered as “<140>,” and 
is defined as “Current Application Number”; “<162>, Filing 
Date,” of the proposed rule is now numbered “<141>,” and is 
defined as “Current Filing Date”; “<170>” has been redefined as 
“Software ”; “<171>, Application Number,” of the proposed rule 
is now numbered as “<150>,” and is defined as “Prior Application 
Number“; “<172>, Filing Date,” of the proposed rule is now 
numbered as “<151>,” and is defined as “Prior Application Filing 
Date.” 


The numeric identifiers now numbered “<150>, Prior Application 
Number,”, and “<151>, Prior Application Filing Date,” are now 
mandatory only in those instances in which a claim for priority 
with respect to those prior applications is being made under either 
35 U.S.C. 119 or 120. This change will provide information in this 
regard when it is most useful and was necessary to harmonize 








1243 TMOG 250 
(103) 


these rules with WIPO Standard ST.25 (1998). Throughout the 
Sequence Listing, application numbers must be set forth as a 
combination of the two digit country code, as set forth in WIPO 
Standard ST.3, as well as an application number in accordance 
with WIPO Standard ST.13 or for an international application, the 
numbering system as set out in Section 307(a) of the Administra- 
tive Instructions under the PCT. 


Numeric identifiers “<180>, Attorney/Agent Information,” 
through “<182>, Registration Number,” of the proposed rule, have 
been eliminated to harmonize with WIPO Standard ST.25 (1998) 
and reduce the number of fields in the Sequence Listing. 


Numeric identifier “<183>, File Reference/Docket Number” of the 
proposed rule has been reassigned as numeric identifier “<130>,” 
and redefined as “File Reference” in an effort to harmonize with 
WIPO Standard ST.25 (1998). 


The Telecommunication Information section, “<190>” through 
“<193>" of the proposed rules, has been eliminated in order to 
reduce the number of fields in the Sequence Listing and harmonize 
with WIPO Standard ST.25 (1998). 


Numeric identifier “<200>, Information for SEQ ID NO: #:”, has 
been reassigned the numeric identifier “<210>, SEQ ID NO: #:” 
This numeric identifier indicates the integer, referred to in these 
final rules as the sequence identifier for both the sequence 
information and the actual sequence which follows the informa- 
tion. 


Numeric identifier “<210>, Sequence Characteristics,” of the 
proposed rule has been eliminated in order to reduce the number of 
required elements in the Sequence Listing and harmonize with 
WIPO Standard ST.25 (1998). 


The valid responses for the mandatory numeric identifier “<212>, 
Type,” have been changed from “N” and “A”, as stated in the 
proposed rule, to “DNA,” “RNA,” and “PRT” (protein) in order to 
harmonize with WIPO Standard ST.25 (1998). A compound that is 
a mixture of DNA and RNA should be represented by “DNA.” 
This change is consistent with WIPO Standard ST.25 (1998). 


Numeric identifier “<213>, Organism,” has been added to the 
Sequence Listing of these final rules in an effort to harmonize with 
WIPO Standard ST.25 (1998). A response for the Organism 
identifier is MANDATORY. The valid responses are the scientific 
name, i.e. “Genus species”, “Artificial Sequence”, or “Unknown.” 


Numeric identifier “<214>, Topology,” of the proposed rule, has 
been eliminated to harmonize with WIPO Standard ST.25 (1998), 
and to reduce the burden on the applicant. 


Numeric identifier “<290>, Feature,” has become numeric identi- 
fier “<220>, Feature.” This numeric identifier has become MAN- 
DATORY for those sequences in which numeric identifier “<213>, 
Organism,” is completed with either “Artificial Sequence” or 
“Unknown.” This numeric identifier is also required if the com- 
pound sequence is a mixture of DNA and RNA. Numeric identifier 
“<220>, Feature” is a header only. No data are added immediately 
following this numeric identifier. These changes are required to 
achieve harmonization with WIPO Standard ST.25 (1998). 


Numeric identifier “<291>, Name/Key,” has become numeric 
identifier “<221>, Name/Key.” As proposed, the information 
provided was restricted to a maximum of four lines. The four line 
restriction has been removed to reduce the limitations on this field. 
The comment section of this numeric identifier has been changed 
in that it now indicates that the selection of a feature name or 
feature key is preferably made from those listed in Tables 5 and 6 
of WIPO Standard ST.25 (1998). These tables are reproduced 
above and this preference for the listed feature names and keys is 
consistent with the requirement of WIPO Standard ST.25 (1998). 
Numeric identifier “<292>, Location,” has become “<222>, Lo- 
cation,” so as to be consistent with the numeric identifiers 
contained in WIPO Standard ST.25 (1998). 
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Numeric identifier “<294>, Other Information,” has become nu- 
meric identifier “<223>, Other Information,” so as to be consistent 
with the numeric identifiers contained in WIPO Standard ST.25 
(1998). This numeric identifier has become MANDATORY for 
those sequences in which numeric identifier “<213>, Organism,” 
is completed with either “Artificial Sequence” or “Unknown”. 
Numeric identifier “<223>, Other Information,” should contain 
source information in those instances when the organism is 
unknown or is an artificial sequence. For example, the source may 
be unknown because the material was isolated from a mixed 
bacterial culture rather than a pure culture. In such a case, numeric 
identifier“<223>,Other Information,” should be completed by 
explaining the mixed culture source of the sequenced material. If 
a sequence is completely synthesized this should be indicated in 
numeric identifier “<223>, Other Information,” while numeric 
identifier “<213>, Organism,” would indicate “Artificial Se- 
quence.” This change has been made to accomplish harmonization 
between these rules and WIPO Standard ST.25 (1998) which 
contains the same mandatory requirement in this regard. 


Numeric identifiers “<308>” through “<310>,” referring to the “ 
Patent Document Number,” “Filing Date ~ and “ Publication 
Date,” of the proposed rule, have been moved to numeric 
identifiers “<310>” to “<312>,” respectively, of this Final Rule in 
order to harmonize with the numeric numbering scheme of WIPO 
Standard ST.25 (1998). Citations in the Sequence Listing must 
comply with WIPO Standard ST.6 for publication numbers and 
WIPO Standard ST.16 for document codes. 


New numeric identifiers “<308>, Database Accession Number,” 
and “<309> Database Entry Date,” have been added to the final 
rules to harmonize with WIPO Standard ST.25 (1998). These fields 
were added to the publication information section of WIPO 
Standard ST.25 (1998) to give an applicant more opportunity to 
further identify a published citation. 


Numeric identifier <400> “ Sequence Description: SEQ ID NO: 
#:"has been changed to “Sequence ” for clarity. Also for clarity, 
the explanation in the table has been changed to “SEQ ID NO shall 
follow the numeric identifier and should appear on the line 
preceding the sequence.” The format of the date fields has been 
changed throughout the Sequence Listing to accommodate for 
international conventions. All date fields referenced in the Se- 
quence Listing shall conform to WIPO Standard ST.2. Because 
compliance with §§ 1.821 through 1.825 as amended should 
produce Sequence Listings that are acceptable to all receiving 
offices, a standardized date field convention was required. 


Section 1.824 


In paragraph (a)(6) of § 1.824, “, the date on which the data were 
recorded on the computer readable form” was added after “title of 
the invention” to harmonize with WIPO Standard ST.25 (1998) 
requirements. While this requirement of § 1.824 was proposed to 
be eliminated, that proposal is not adopted for purposes of 
harmonization with WIPO Standard ST.25 (1998). Also in para- 
graph (a)(6) of § 1.824, “name and type of computer and” was 
deleted to reduce the requirements. 


Section 1.825 


In paragraphs (a), (b), and (d) of § 1.825, the sentence “Such a 
statement must be a verified statement if made by a person not 
registered to practice before the Office” has been deleted. The 
separate verification requirements in § 1.825 have been eliminated 
in view of the recent amendment to §§ 1.4(d) and 10.18. See 
Changes to Patent Practice and Procedure; Final Rule, 62 FR. 
53131 (October 10, 1997), 1203 Off. Gaz. Pat. Office 63 (October 
21, 1997). 


Response to and Analysis of Comments 


Six written comments were received in response to the Notice of 
Proposed Rulemaking. Several of these comments address the 
three specific queries set forth in the Notice of Proposed Rule- 
making. 
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The first query posed in the Notice of Proposed Rulemaking was: 
(1) Should the PTO accept voluntary submissions of computer 
readable forms and Sequence Listings where a D-amino acid is 
contained in the sequence? If such voluntary submissions are 
accepted, should there be a restriction on the choice of identifying 
a D-amino acid by an Xaa or by its L-amino acid counterpart 
abbreviation? 


Comment: One comment indicated that not only should the PTO 
accept voluntary submissions under these rules where a D-amino 
acid is contained in the sequence, the Office should make such 
submissions mandatory and designated by an Xaa. One comment 
indicated that sequences containing D-amino acids should not be 
in the PTO databases. 


Response: Upon careful consideration, the PTO has decided to 
accept voluntary submissions of protein sequences containing 
D-amino acids. The PTO strongly encourages anyone making such 
voluntary submissions to identify a D-amino acid with an Xaa, 
describing the D-amino acid in the Features section of the 
Sequence Listing. This section is indicated by numeric identifiers 
<220> through <223> in 37 CFR § 1.823. Procedural concerns 
compel this acceptance of voluntary submissions. Computer read- 
able forms are processed prior to examination. It is cumbersome to 
establish a viable procedure to redact any voluntary submissions 
out of the PTO database. The use of Xaa to indicate a D-amino 
acid, should such sequence information be submitted in accor- 
dance with these rules, is encouraged so as to alert anyone 
reviewing the sequence that a particular amino acid is other than a 
naturally occurring L-amino acid and to more accurately depict the 
extent of similarities between such a sequence and the L-amino 
acid containing sequences present in a database being searched for 
examination or other purposes. 


Because the sequence databases do not currently include D-amino 
acids in sequences and thus are not searchable for such sequences, 
the submission of those sequences containing D-amino acids will 
not be made mandatory. 


The second query posed in the proposed rules was: (2) Should the 
provisions of 37 CFR § 1.821(c) be altered to exclude some prior 
art sequences from inclusion in the Sequence Listing even though 
they are presented in a patent application disclosure as sequences? 
Should the reference to an accession number of an admitted prior 
art sequence in a publicly available, electronic, sequence database 
suffice and exclude that sequence from the requirements of the 
sequence rules? 


Comment: Four comments indicated that known “prior art” se- 
quences should not be required in the Sequence Listing. A referral 
to a publicly available, electronic, sequence database for access to 
such “prior art” sequences would be an acceptable alternative to 
two of those commenting on this aspect; the other two did not 
address this point. The reasons given for excluding such sequences 
are the expense and time required by applicants and their repre- 
sentatives in the inclusion of “prior art” sequences that are 
considered to be “non-inventive”. Reducing the bulk of the paper 
copy of the Sequence Listing was also mentioned. 


Response: The requirement to submit all disclosed sequences in 
the format required by §§ 1.821 through 1.825 is maintained. This 
point was discussed with officials from the JPO and EPO.The 
offices have considered the stated concerns with regard to costs to 
applicants. Sections §§ 1.821 through 1.825 do not require any 
information to be disclosed in the form of a sequence, but rather 
require a particular format whenever information is presented in 
the form of a sequence.Those applicants for whom compliance 
with the rules remains a significant hardship may petition under § 
1.183 for a waiver of the applicable requirement of §§ 1.821 
through 1.825. 


The technical and legal concerns mentioned in the Notice of 
Proposed Rulemaking still exist concerning the use of an alterna- 
tive reference to a publicly available, electronic, sequence data- 
base. These concerns are: (1) What constitutes a publicly available, 
electronic, sequence database? (2) Would the USPTO and the other 
patent offices which have similar rules be required to produce a list 
of internationally accepted databases? (3) What would be the 
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criteria for such acceptance? (4) An additional issue would exist 
involving electronic records maintenance: is there any assurance 
that once information is contained in a database that it will be 
retained and available indefinitely without alteration? Changes to 
the information in nucleic acid sequence databases resulting from 
the discovery of sequencing errors are well-known. (5) Does the 
mere existence of the sequence information in such a record 
constitute reasonable means of retrieval? In other words, would 
one need some text basis or other identifier to retrieve the 
information? 


Additional reasons for the inclusion of these prior art sequences 
remain relevant. These reasons are: (1) the assessment of whether 
a particular sequence falls within the requirements of the current 
rules is simple; (2) the general public is assured that all patents 
which contain any sequence information contain all of the se- 
quence information in the Sequence Listing and all sequences are 
available in a computer accessible form; and (3) as a publication, 
the contextual association of new and old information is poten- 
tially unique to the patent and very valuable to anyone assessing 
the state of the art at the time of a patented invention, and thus are 
desirable to be present in electronic form in association with that 
patent. 


The third query posed in the proposed rules was: (3) Should 
Sequence Listings filed in an international application filed under 
the PCT be published only electronically and made available for 
retrieval electronically by an accession number from several 
sequence repositories? 


Comment: Two comments were received in response to this query, 
one in favor and one opposed to limiting the publication of the 
Sequence Listing to an electronic form for published PCT appli- 
cations in the international phase. 


Response: At this time paper copies of the Sequence Listings filed 
as part of the description will continue to be published in 
applications filed under PCT. The PTO together with the EPO, JPO 
and WIPO will continue to discuss the possibility of electronic 
publication. However, any implementation of such electronic 
publication in lieu of publication in paper form will not be 
undertaken until further study has been completed. 


Comment: One comment suggested that informative English 
words be placed next to the numerical headings in the Sequence 
Listing as printed in a U.S. patent. 


Response: The PTO will provide English words corresponding to 
the numeric identifiers in the printed U.S. patents. 


Comment: One comment suggested addition of a descriptive 
comment line to the Sequence Listing. 


Response: The “Other Information” line in the Features section, 
which is numeric identifier <223> in § 1.823, provides for a 
description of a sequence. While completion of this section is only 
mandatory when the sequence contains “n”, “Xaa”, a modified or 
unusual L-amino acid or a modified base, it is frequently com- 
pleted in other circumstances. 


Comment: One comment requested we harmonize §§ 1.821 
through 1.825 with PCT, EPO and other authorities such that the 
differences in the requirements for Sequence Listing submissions 
are minimal. 


Response: This change to §§ 1.821 through 1.825 is the result of 
such an effort to harmonize the PTO, PCT, EPO and JPO Sequence 
Listing requirements to the extent possible. The requirements of 
newly developed WIPO ST.25 are substantially identical to the 
requirements of amended §§ 1.821 through 1.825. PatentIn Ver- 
sion 2.0 software, now available, is drafted to meet all of the 
requirements of WIPO Standard ST.25 (1998). The requirements 
of §§ 1.821 through 1.825, however, are less stringent than the 
requirements of WIPO Standard ST.25 (1998). Thus, applicants 
who wish to file in countries which adhere to WIPO Standard 
ST.25 (1998) should consider the following when not using 
Patentin Version 2.0: 
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1. The WIPO Standard ST.25 (1998) does not permit submissions 
using a Macintosh computer. 


2. The WIPO Standard ST.25 (1998) does not accept the range of 
media permitted by amended §§ 1.821 through 1.825. 


3. The answers in field <221> and <222> must use selections from 
Tables 5 and 6 of WIPO Standard ST.25 (1998) to comply with 
that standard. The terms from these Tables are considered language 
neutral vocabulary. 


4. Any free text in numeric identifier <223> of a Sequence Listing 
will not be translated and thus must also appear in the specification 
of applications filed under WIPO Standard ST.25 (1998) for 
compliance. 


5. ACRF filed after the filing of an application under the PCT does 
not form part of the disclosure and will not be published in the 
pamphlet. 


6. Paragraph 39 of WIPO Standard ST.25 (1998) requires the 
specific wording “the information recorded on the form is identical 
to the written sequence listing.” 


7. WIPO Standard ST.25 (1998), paragraph 24, requires spaces 
between specified numeric identifiers in the Sequence Listing. 


Comment: One comment requested a WINDOWS® based ver- 
sion of Patentin. 


Response: A WINDOWS® based version of PatentIn, PatentIn 
2.0, has been developed through a Trilaterally-sponsored joint 
initiative and is being made available. 


Comment: One comment expressed concern over application of 
the doctrine of equivalents by the courts to sequence-based claim 
language. 


Response: Sections §§ 1.821 through 1.825 do not establish a 
disclosure requirement, nor do they alter the requirements of 35 
U.S.C. § 112. They merely require a particular format whenever 
information is presented in the form of a sequence. The use of 
sequence identification numbers (SEQ ID NO: #) only provides a 
shorthand way for applicants to refer to sequence information. 
These identification numbers do not in any way restrict the manner 
in which an invention can be claimed. Similarly, the use of this 
format does not impact the potential interpretations and legal 
determinations that could be made with respect to claims contain- 
ing information in the form of a nucleotide or amino acid 
sequence. 


Comment: One comment requested the flexibility to use single- 
letter amino acid codes. 


Response: Sections §§ 1.821 through 1.825 as amended do not 
constrain an applicant from using single letter codes in the 
disclosure. The requirements of the sequence searching and the 
sequence storage mechanisms include only the three-letter codes, 
thus the need for the constraint on the Sequence Listing informa- 
tion. There is no such restriction on the sequence format in the 
body of the disclosure or in the figures imposed by §§ 1.821 
through 1.825, or any of the rules of practice; only the format for 
the Sequence Listing is specified by §§ 1.821 through 1.825. 


Review Under the Paperwork Reduction Act of 1995. 


Notwithstanding any other provision of law, no person is required 
to respond to nor shall a person be subject to a penalty for failure 
to comply with a coilection of information subject to the require- 
ments of the Paperwork Reduction Act (PRA) unless that collec- 
tion of information displays a currently valid OMB control 
number. 


This rule contains collections of information requirements subject 
to the PRA. The principal impact of this Final Rule is: (1) 
elimination of certain requirements of §§ 1.821 through 1.825; and 
(2) revision of §§ 1.821 through 1.825 for consistency with WIPO 
Standard ST.25 (1998), which will permit Sequence Listings to be 
presented in an international, language neutral format. The public 
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reporting burden for these collections of information have been 
approved by the Office of Management and Budget (OMB) under 
OMB control number 0651-0024. The public reporting burden for 
this collection of information is estimated to average 80 minutes 
per response, including the time for reviewing instructions, search- 
ing existing data sources, gathering and maintaining the informa- 
tion. Send comments regarding this burden estimate or any other 
aspect of the data requirements, including suggestions for reducing 
this burden, to Esther M. Kepplinger at the address specified above 
or to the Office of Information and Regulatory Affairs of OMB, 
New Executive Office Bldg., 725 17th St. NW, rm. 10235, 
Washington, DC 20230, Attn: Desk Officer for the Patent and 
Trademark Office. 


Other Considerations. 


This Final Rule is in conformity with the requirements of the 
Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive Order 
12612 (October 26, 1987), and the Paperwork Reduction Act of 
1995 (44 U.S.C. 3501 et seg.). It has been determined that this 
rulemaking is not significant for the purposes of Executive Order 
12866 (September 30, 1993). 


The Assistant General Counsel for Legislation and Regulation of 
the Department of Commerce has certified to the Chief Counsel 
for Advocacy, Small Business Administration that this Final Rule 
would not have a significant impact on a substantial number of 
small entities (Regulatory Flexibility Act, 5 U.S.C. 605(b)). The 
principal impact of this Final Rule is: (1) elimination of certain 
requirements of §§ 1.821 through 1.825; and (2) revision of §§ 
1.821 through 1.825 for consistency with WIPO Standard ST.25 
(1998), which will permit Sequence Listings to be presented in an 
international, language neutral format. 


The Office has determined that this Final Rule has no Federalism 
implications affecting the relationship between the National Gov- 
ernment and the States as outlined in Executive Order 12612. 


List of Subjects 
37 CFR Part 1 


Administrative practice and procedure, Courts, Freedom of Infor- 
mation, Inventions and patents, Incorporation by reference, Re- 
porting and record-keeping requirements, Small businesses. 


For the reasons set forth in the preamble and under the authority 
granted to the Commissioner of Patents and Trademarks by 35 
U.S.C. 6, Title 37 of the Code of Federal Regulations, part 1, is 
amended as follows: 


PART 1 - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR part | continues to read as 
follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section § 1.821 is revised to read as follows: 


§ 1.821 Nucleotide and/or amino acid sequence disclosures in 
patent applications. 


(a) Nucleotide and/or amino acid sequences as used in §§ 1.821 
through 1.825 are interpreted to mean an unbranched sequence of 
four or more amino acids or an unbranched sequence of ten or 
more nucleotides. Branched sequences are specifically excluded 
from this definition. Sequences with fewer than four specifically 
defined nucleotides or amino acids are specifically excluded from 
this section. “Specifically defined” means those amino acids other 
than “Xaa” and those nucleotide bases other than “n” defined in 
accordance with the World Intellectual Property Organization 
(WIPO) Handbook on Industrial Property Information and Docu- 
mentation, Standard ST.25: Standard for the Presentation of 
Nucleotide and Amino Acid Sequence Listings in Patent Applica- 
tions (1998), including Tables | through 6 in Appendix 2, herein 
incorporated by reference. (Hereinafter “WIPO Standard ST.25 
(1998)”). This incorporation by reference was approved by the 
Director of the Federal Register in accordance with 5 U.S.C. 
552(a) and 1 CFR part 51. Copies of WIPO Standard ST.25 (1998) 
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may be obtained from the World Intellectual Property Organiza- 
tion; 34 chemin des Colombettes; 1211 Geneva 20 Switzerland. 
Copies of ST.25 may be inspected at the Patent Search Room; 
Crystal Plaza 3, Lobby Level; 2021 South Clark Place; Arlington, 
VA 22202. Copies may also be inspected at the Office of the 
Federal Register, 800 North Capitol Street, NW, Suite 700, 
Washington, DC. Nucleotides and amino acids are further defined 
as follows: 


(1) Nucleotides: Nucleotides are intended to embrace only those 
nucleotides that can be represented using the symbols set forth in 
WIPO Standard ST.25 (1998), Appendix 2, Table 1. Modifications, 
e.g., methylated bases, may be described as set forth in WIPO 
Standard ST.25 (1998), Appendix 2, Table 2, but shall not be 
shown explicitly in the nucleotide sequence. 


(2) Amino acids: Amino acids are those L-amino acids com- 
monly found in naturally occurring proteins and are listed in WIPO 
Standard ST.25 (1998), Appendix 2, Table 3. Those amino acid 
sequences containing D-amino acids are not intended to be 
embraced by this definition. Any amino acid sequence that 
contains post-translationally modified amino acids may be de- 
scribed as the amino acid sequence that is initially translated using 
the symbols shown in WIPO Standard ST.25 (1998), Appendix 2, 
Table 3 with the modified positions; e.g., hydroxylations or 
glycosylations, being described as set forth in WIPO Standard 
ST.25 (1998), Appendix 2, Table 4, but these modifications shall 
not be shown explicitly in the amino acid sequence. Any peptide 
or protein that can be expressed as a sequence using the symbols 
in WIPO Standard ST.25 (1998), Appendix 2, Table 3 in conjunc- 
tion with a description in the Feature section to describe, for 
example, modified linkages, cross links and end caps, non- 
peptidyl bonds, etc., is embraced by this definition. 


(b) Patent applications which contain disclosures of nucleotide 
and/or amino acid sequences, in accordance with the definition in 
paragraph (a) of this section, shall, with regard to the manner in 
which the nucleotide and/or amino acid sequences are presented 
and described, conform exclusively to the requirements of §§ 
1.821 through 1.825. 


(c) Patent applications which contain disclosures of nucleotide 
and/or amino acid sequences must contain, as a separate part of the 
disclosure, a paper copy disclosing the nucleotide and/or amino 
acid sequences and associated information using the symbols and 
format in accordance with the requirements of § 1.822 and § 1.823. 
This paper copy is hereinafter referred to as the “Sequence 
Listing.” Each sequence disclosed must appear separately in the 
“Sequence Listing.” Each sequence set forth in the “Sequence 
Listing” shall be assigned a separate sequence identifier. The 
sequence identifiers shall begin with | and increase sequentially by 
integers. If no sequence is present for a sequence identifier, the 
code “000” shall be used in place of the sequence. The response 
for the numeric identifier <60> shall include the total number of 
SEQ ID NOs, whether followed by a sequence or by the code 
“000.” 


(d) Where the description or claims of a patent application 
discuss a sequence that is set forth in the “Sequence Listing” in 
accordance with paragraph (c) of this section, reference must be 
made to the sequence by use of the sequence identifier, preceded 
by “SEQ ID NO:” in the text of the description or claims, even if 
the sequence is also embedded in the text of the description or 
claims of the patent application. 


(e) Acopy of the “Sequence Listing” referred to in paragraph (c) 
of this section must also be submitted in computer readable form 
in accordance with the requirements of § 1.824.The computer 
readable form is a copy of the “Sequence Listing” and will not 
necessarily be retained as a part of the patent application file. If the 
computer readable form of a new application is to be identical with 
the computer readable form of another application of the applicant 
on file in the Patent and Trademark Office, reference may be made 
to the other application and computer readable form in lieu of 
filing a duplicate computer readable form in the new application if 
the computer readable form in the other application was compliant 
with all of the requirements of these rules. The new application 
shall be accompanied by a letter making such reference to the 
other application and computer readable form, both of which shall 
be completely identified. In the new application, applicant must 
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also request the use of the compliant computer readable “Sequence 
Listing” that is already on file for the other application and must 
state that the paper copy of the “Sequence Listing” in the new 
application is identical to the computer readable copy filed for the 
other application. 


(f) In addition to the paper copy required by paragraph (c) of this 
section and the computer readable form required by paragraph (e) 
of this section, a statement that the content of the paper and 
computer readable copies are the same must be submitted with the 
computer readable form, e.g., a statement that “the information 
recorded in computer readable form is identical to the written 
sequence listing.” 


(g) If any of the requirements of paragraphs (b) through (f) of 
this section are not satisfied at the time of filing under 35 U.S.C. 
111(a) or at the time of entering the national stage under 35 U.S.C. 
371, applicant will be notified and given a period of time within 
which to comply with such requirements in order to prevent 
abandonment of the application. Any submission in reply to a 
requirement under this paragraph must be accompanied by a 
statement that the submission includes no new matter. 


(h) If any of the requirements of paragraphs (b) through (f) of 
this section are not satisfied at the time of filing an international 
application under the Patent Cooperation Treaty (PCT), which 
application is to be searched by the United States International 
Searching Authority or examined by the United States Interna- 
tional Preliminary Examining Authority, applicant will be sent a 
notice necessitating compliance with the requirements within a 
prescribed time period. Any submission in reply to a requirement 
under this paragraph must be accompanied by a statement that the 
submission does not include matter which goes beyond the 
disclosure in the international application as filed. If applicant fails 
to timely provide the required computer readable form, the United 
States International Searching Authority shall search only to the 
extent that a meaningful search can be performed without the 
computer readable form and the United States International 
Preliminary Examining Authority shall examine only to the extent 
that a meaningful examination can be performed without the 
computer readable form. 


3. Section § 1.822 is revised to read as follows: 


§ 1.822 Symbols and format to be used for nucleotide and/or 
amino acid sequence data. 


(a) The symbols and format to be used for nucleotide and/or 
amino acid sequence data shall conform to the requirements of 
paragraphs (b) through (e) of this section. 


(b) The code for representing the nucleotide and/or amino acid 
sequence characters shall conform to the code set forth in the 
tables in WIPO Standard ST.25 (1998), Appendix 2, Tables 1 and 
3. This incorporation by reference was approved by the Director of 
the Federal Register in accordance with 5 U.S.C. 552(a) and 1 
CFR part 51. Copies of ST.25 may be obtained from the World 
Intellectual Property Organization; 34 chemin des Colombettes; 
1211 Geneva 20 Switzerland. Copies of ST.25 may be inspected at 
the Patent Search Room; Crystal Plaza 3, Lobby Level; 2021 


inspected at the Office of the Federal Register, 800 North Capitol 
Street, NW, Suite 700, Washington, DC.No code other than that 
specified in these sections shall be used in nucleotide and amino 
acid sequences. A modified base or modified or unusual amino acid 
may be presented in a given sequence as the corresponding 
unmodified base or amino acid if the modified base or modified or 
unusual amino acid is one of those listed in WIPO Standard ST.25 
(1998), Appendix 2, Tables 2 and 4, and the modification is also set 
forth in the Feature section. Otherwise, each occurrence of a base 
or amino acid not appearing in WIPO Standard ST.25 (1998), 
Appendix 2, Tables | and 3, shall be listed in a given sequence as 
“n” or “Xaa,” respectively, with further information, as appropri- 
ate, given in the Feature section, preferably by including one or 
more feature keys listed in WIPO Standard ST.25 (1998), Appen- 
dix 2, Tables 5 and 6. 


(c) Format representation of nucleotides: 


(1) A nucleotide sequence shall be listed using the lower-case 
letter for representing the one-letter code for the nucleotide bases 
set forth in WIPO Standard ST.25 (1998), Appendix 2, Table 1. 
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(2) The bases in a nucleotide sequence (including introns) shall 
be listed in groups of 10 bases except in the coding parts of the 
sequence. Leftover bases, fewer than 10 in number, at the end of 
noncoding parts of a sequence shall be grouped together and 
separated from adjacent groups of 10 or 3 bases by a space. 


(3) The bases in the coding parts of a nucleotide sequence shall 
be listed as triplets (codons). The amino acids corresponding to the 
codons in the coding parts of a nucleotide sequence shall be typed 
immediately below the corresponding codons. Where a codon 
spans an intron, the amino acid symbol shall be typed below the 
portion of the codon containing two nucleotides. 


(4) A nucleotide sequence shall be listed with a maximum of 16 
codons or 60 bases per line, with a space provided between each 
codon or group of 10 bases. 


(5) A nucleotide sequence shall be presented, only by a single 
strand, in the 5 to 3 direction, from left to right. 


(6) The enumeration of nucleotide bases shall start at the first 
base of the sequence with number |. The enumeration shail be 
continuous through the whole sequence in the direction 5 to 3. The 
enumeration shall be marked in the right margin, next to the line 
containing the one-letter codes for the bases, and giving the 
number of the last base of that line. 


(7) For those nucleotide sequences that are circular in configu- 
ration, the enumeration method set forth in paragraph (c)(6) of this 
section remains applicable with the exception that the designation 
of the first base of the nucleotide sequence may be made at the 
option of the applicant. 


(d) Representation of amino acids: 


(1) The amino acids in a protein or peptide sequence shall be 
listed using the three-letter abbreviation with the first letter as an 
upper case character, as in WIPO Standard ST.25 (1998), Appen- 
dix 2, Table 3. 


(2) A protein or peptide sequence shall be listed with a 
maximum of 16 amino acids per line, with a space provided 
between each amino acid. 


(3) An amino acid sequence shall be presented in the amino to 
carboxy direction, from left to right, and the amino and carboxy 
groups shall not be presented in the sequence. 


(4) The enumeration of amino acids may start at the first amino 
acid of the first mature protein, with the number 1. When 
presented, the amino acids preceding the mature protein, e.g., 
pre-sequences, pro-sequences, pre-pro-sequences and signal se- 
quences, shall have negative numbers, counting backwards start- 
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ing with the amino acid next to number 1. Otherwise, the 
enumeration of amino acids shall start at the first amino acid at the 
amino terminal as number |. It shall be marked below the 
sequence every 5 amino acids. The enumeration method for amino 
acid sequences that is set forth in this section remains applicable 
for amino acid sequences that are circular in configuration, with 
the exception that the designation of the first amino acid of the 
sequence may be made at the option of the applicant. 


(5) An amino acid sequence that contains internal terminator 
symbols (e.g., “Ter”, “*”, or “.”, etc.) may not be represented as a 
single amino acid sequence, but shall be presented as separate 
amino acid sequences. 


(e) A sequence with a gap or gaps shall be presented as a 
plurality of separate sequences, with separate sequence identifiers, 
with the number of separate sequences being equal in number to 
the number of continuous strings of sequence data. A sequence that 
is made up of one or more noncontiguous segments of a larger 
sequence or segments from different sequences shall be presented 
as a separate sequence. 


4. Section § 1.823 is revised to read as follows: 


§ 1.823 Requirements for nucleotide and/or amino acid se- 
quences as part of the application papers. 


(a) The “Sequence Listing” required by § 1.821(c), setting forth 
the nucleotide and/or amino acid sequences and associated infor- 
mation in accordance with paragraph (b) of this section, must 
begin on a new page and must be titled “Sequence Listing”. The 
“Sequence Listing” preferably should be numbered independently 
of the numbering of the remainder of the application. Each page of 
the “Sequence Listing” should contain no more than 66 lines and 
each line should contain no more than 72 characters. A fixed-width 
font should be used exclusively throughout the “Sequence List- 
ing.” 


(b) The “Sequence Listing” shall, except as otherwise indicated, 
include the actual nucleotide and/or amino acid sequence, the 
numeric identifiers and their accompanying information as shown 
in the following table. The numeric identifier shall be used only in 
the “Sequence Listing.” The order and presentation of the items of 
information in the “Sequence Listing” shall conform to the 
arrangement given below. Each item of information shall begin on 
a new line and shall begin with the numeric identifier enclosed in 
angle brackets as shown. The submission of those items of 
information designated with an “M” is mandatory. The submission 
of those items of information designated with an “O” is optional. 
Numeric identifiers <110> through <170> shall only be set forth at 
the beginning of the “Sequence Listing.” The following table 
illustrates the numeric identifiers. 





Numeric Definition 
Identifier 


Comments and Format 


Mandatory (M) or 
Optional (O) 





<110> = Applicant Preferably max. of 10 names; 


one name per line; preferable 


format: Surname, Other Names 


and/or Initials 
Title of Invention 
File Reference Personal file reference 
Current Application 
Number 
Current Filing Date 
Prior Application 
Number 


Prior Application 
Filing Date 
Number of SEQ ID Nos 


Specify as: yyyy-mm-dd 


Count includes total number 
of SEQ ID NOs 

Software 
the Sequence Listing 


SEQ ID NO:#: Response shall be an integer 


repre-senting the SEQ ID NO 


shown 


Specify as: US 07/999,999 or 
PCT/US96/99999 

Specify as: yyyy-mm-dd 
Specify as: US 07/999,999 or 
PCT/US96/99999 


M 


M 

M when filed prior to 
assignment of appl. number 
M, if available 


M, if available 

M, if applicable include 
priority documents under 
35 USC 119 and 120 

M, if applicable 


M 


Name of software used to create Oo 
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<302> 
<303> 
<304> 
<305> 
<306> 
<307> 


<308> 


<309> 


<310> 


Organism 


Feature 


Name/Key 


Location 


Other I 
nformation 


Publication 
Information 
Authors 


Title 
Journal 
Volume 
Issue 
Pages 
Date 


Database Accession 
Number 
Database Entry Date 


Patent Document 
Number 


Respond with an integer 
expressing the number of bases 
or amino acid residues 

Whether presented sequence 
molecule is DNA, RNA, 

or PRT (protein). If a 

nucleotide sequence contains 
both DNA and RNA fragments, 
the type shall be “DNA.” 

In addition, the combined 
DNA/RNA molecule shall 

be further described in the <220> 
to <223> feature section. 
Scientific name, ie. Genus/ 
species, Unknown or Artificial 
Sequence. 

In addition, the “Unknown” or 
“Artificial Sequence” organisms 
shall be further described in 

the <220> to <223> feature 
section. 

Leave blank after <220>. 
<221-223> provide for a 
description 

of points of biological 
significance in the sequence. 


Provide appropriate identifier for 
feature, preferably from WIPO 
Standard St.25 (1998), 
Appendix 2, Tables 5 and 6. 


Specify location within  se- 
quence; 

where appropriate state number 
of first and last bases/amino 
acids in feature 

Other relevant information; 

four lines maximum 


Leave blank after <300> 


Preferably max of ten named 
authors of publication; 
specify one name per line; 
preferable format: Surname, 
Other Names and/or Initials 


Journal date on which data pub- 
lished; specify as yyyy-mm-dd, 
MMM-yyyy or Season-yyyy 
Accession number assigned by 
database including database 
name 

Date of entry in database; specify 
as yyyy-mm-dd or MMM-yyyy 
Document number; for patent- 
type citations only. Specify as, 
for example, US 07/999,999 


M, under the following 
conditions: if “n,” “Xaa,” 
or a modified or unusual 
L-amino acid or modified 
base was used in a se- 
quence; 

if ORGANISM is “Artificial 
Sequence” or “Unknown”; 
if molecule is combined 
DNA/RNA. 

M, under the following 
conditions: if “n,” “Xaa,” 
or a modified or unusual 
L-amino acid or modified 
base was used in a sequence 
M, under the following 
conditions: if “n,” “Xaa,” or 
a modified or unusual 
L-amino acid or modified 
base was used in a sequence 
M, under the following con- 
ditions: 

if “n,” “Xaa,” or a modified 
or unusual L-amino acid or 
modified base was used in a 
sequence; if ORGANISM is 
“Artificial Sequence” 

or “Unknown”; if molecule 
is combined DNA/RNA. 

Oo 


oO 
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<311> Patent Filing Date 


Document filing date, for patent- 


type citations only; specify as 
yyyy-mm-dd 


<312> Publication Date 


Document publication date, for- 


patent-type citations only;specify 
as yyyy-mm-dd 


<313> 
<400> 


Relevant Residues 
Sequence 


FROM (position) TO (position) 
SEQ ID NO should follow the- 


numeric identifier and should ap- 
pear on the line pre-ceding the 


actual sequence 





5. Section 1.824 is revised to read as follows: 


§ 1.824 Form and format for nucleotide and/or amino acid 
sequence submissions in computer readable form. 


(a) The computer readable form required by § 1.821(e) shall 
meet the following specifications: 


(1) The computer readable form shall contain a single “Se- 
quence Listing” as either a diskette, series of diskettes, or other 
permissible media outlined in paragraph (c) of this section. 


(2) The “Sequence Listing” in paragraph (a) (1) of this section 
shall be submitted in American Standard Code for Information 
Interchange (ASCII) text. No other formats shall be allowed. 


(3) The computer readable form may be created by any means, 
such as word processors, nucleotide/amino acid sequence editors 
or other custom computer programs; however, it shall conform to 
all specifications detailed in this section. 


(4) File compression is acceptable when using diskette media, 
so long as the compressed file is in a self-extracting format that 
will decompress on one of the systems described in paragraph (b) 
of this section. 


(5) Page numbering shall not appear within the computer 
readable form version of the “Sequence Listing” file. 


(6) All computer readable forms shall have a label permanently 


affixed thereto on which has been hand-printed or typed: the name 
of the applicant, the title of the invention, the date on which the 
data were recorded on the computer readable form, the operating 
system used, a reference number, and an application serial number 
and filing date, if known. 


(b) Computer readable form submissions must meet these 
format requirements: 


(1) Computer: IBM PC/XT/AT, or compatibles, or Apple 
Macintosh; 


(2) Operating System: MS-DOS, Unix or Macintosh; 


(3) Line Terminator: ASCII Carriage Return plus ASCII Line 
Feed; 


(4) Pagination: Continuous file (no “hard page break” codes 
permitted); 


(c) Computer readable form files submitted may be in any of the 
following media: 


(1) Diskette: 
3.50 inch, 1.44 Mb storage; 
3.50 inch, 720 Kb storage; 
5.25 inch, 1.2 Mb storage; 
5.25 inch, 360 Kb storage. 


(2) Magnetic tape: 
0.5 inch, up to 24000 feet; 
Density: 1600 or 6250 bits per inch, 9 track; 
Format: Unix tar command; specify blocking factor (not 
“block size’); 
Line Terminator: ASCII Carriage Return plus ASCII 
Line Feed. 


(3) 8mm Data Cartridge: 
Format: Unix tar command; specify blocking factor (not 
“block size”); 
Line Terminator: ASCII Carriage Return plus ASCII 
Line Feed. 





(4) CD-ROM: 
Format: ISO 9660 or High Sierra Format 


(5) Magneto Optical Disk: 
Size/Storage Specifications: 5.25 inch, 640 Mb. 


(d) Computer readable forms that are submitted to the Office 
will not be returned to the applicant. 


6. Section 1.825 is revised to read as follows: 


§ 1.825 Amendments to or replacement of sequence listing and 
computer readable copy thereof. 


(a) Any amendment to the paper copy of the “Sequence Listing” 
(§ 1.821(c)) must be made by the submission of substitute sheets. 
Amendments must be accompanied by a statement that indicates 
support for the amendment in the application, as filed, and a 
statement that the substitute sheets include no new matter. 


(b) Any amendment to the paper copy of the “Sequence 
Listing,” in accordance with paragraph (a) of this section, must be 
accompanied by a substitute copy of the computer readable form 
(§ 1.821(e)) including all previously submitted data with the 
amendment incorporated therein, accompanied by a statement that 
the copy in computer readable form is the same as the substitute 
copy of the “Sequence Listing.” 


(c) Any appropriate amendments to the “Sequence Listing” in a 
patent; e.g., by reason of reissue or certificate of correction, must 
comply with the requirements of paragraphs (a) and (b) of this 
section. 


(d) If, upon receipt, the computer readable form is found to be 
damaged or unreadable, applicant must provide, within such time 
as set by the Commissioner, a substitute copy of the data in 
computer readable form accompanied by a statement that the 
substitute data is identical to that originally filed. 


7. Appendix A to Subpart G to Part | is revised to read as follows: 
Appendix A To Subpart G to Part 1 - Sample Sequence Listing 


<110> Smith, John 


Smith, Jane 
<120> Example of a Sequence Listing 


<130> 01-00001 

<140> US 08/999,999 
<141> 1998-02-28 
<150> EP 91000000 
<151> 1997-12-31 
<160> 2 

<170> PatentIn ver. 2.0 
<210> 1 

<211> 403 

<212> DNA 

<213> Paramecium aurelia 
<220> 

<221> CDS 

<222> 341..394 
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<300> 
<301> Doe, Richard 


<302> Isolation and Characterization of a Gene Encoding 
a Protease from Paramecium sp. 


<303> Journal of Fictional Genes 
<304> | 
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<305> 4 

<306> 1-7 
<307> 1988-06-20 
<400> | 





ctactctact 
ctcttgagtc 
ctgactgact 
cgcgtgegcg 
ctttegegge 
cttctcttec 


ctactctcat 
ctggagatct 
ctgagatagt 
cagagcgecg 
agcgecggce 
ctectettca 


ctactatctt 
ctectctcac 
cgageccgta 
cgccggtgcg 
ctttecggcg 
ctagagaggt 


age ttg 
Ser Leu 


cect 
Pro 


gga 
Gly 


<210> 2 


<211> 18 
Met Val 
l 


Phe Val 


ctttggatct 
atgtgatcgt 
cgagacccgt 
cgcgcgagtg 
cgcgeecgte 
Ctatatatac 


ctgagtctge 
cgagactgac 
cgagggtgac 
cgcggtggec 
cgccectaga 
atg gtt tca atg ttc 
Met ‘Val Ser Met Phe 
1 5 
tgt tg gtt tgtttgctc 

Cys Leu Val 

15 


ctgagtggta 
cgatagatcg 
agagagiges 
cecgcgageg 
cctgagaggt 


PRT 


Paramecium aurelia 
2 
Gly 


Phe Cys Leu 


15 
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Department of Commerce 
Patent and Trademark Office 


Notice of Public Hearing and 
Request for Comments on Procedures for 
Recording Patent Prosecution File Histories 


Agency: Patent and Trademark Office, Commerce. 
Action: Notice of Hearing and Request for Public Comments. 


Summary: Recent decisions by the United States Supreme Court 
and the United States Court of Appeals for the Federal Circuit 
highlight the crucial role a prosecution history plays in determin- 
ing the validity and scope of a patent. See, e.g., Warner-Jenkinson 
Co. v. Hilton Davis Chem. Co., 117 S. Ct. 1040, 41 USPQ2d 1865 
(1997); Markman v. Westview Instruments, 52 F.3d 967, 34 
USPQ2d 1321 (Fed. Cir. 1995), aff'd 116 S. Ct. 1384, 38 USPQ2d 
1461 (1996); Vitronics Corp. v. Conceptronic Inc., 90 F.3d 1576, 
39 USPQ2d 1573 (Fed. Cir. 1996). In response, the United States 
Patent and Trademark Office (PTO) requests public comments on 
issues associated with procedures for recording complete and 
accurate patent prosecution history records. Interested members of 
the public are invited to testify at the hearing and to present written 
comments on any of the topics outlined in the supplementary 
information section of this notice. 


Dates: A public hearing will be held on November 18, starting at 
9:00 a.m. and ending no later than 5:00 p.m. If sufficient interest 
warrants, an additional public hearing will be held in an alternate 
location, for example, in California, or by televideo conference. 

Those wishing to present oral testimony at the hearing must 
request an opportunity to do so no later than November 3, 1997. 

To ensure consideration, written comments must be received at 
the PTO no later than November 18, 1997. Written comments and 
transcripts of the hearing will be available for public inspection on 
or about December 1, 1997. 


Addresses: The November 18, 1997 hearing will be held in the 
Commissioner’s Conference Room located in Crystal Park Two, 
Room 912, 2121 Crystal Drive, Arlington, Virginia. Those inter- 


ested in testifying or in submitting written comments on the topics 
presented in the supplementary information, or any other related 
topics, should send their request or written comments to the 
attention of Mary Critharis addressed to Commissioner of Patents 
and Trademarks, Box 4, Patent and Trademark Office, Washington, 
D.C. 20231; or John M. Whealan addressed to Office of the 
Solicitor, Box 15667, Arlington, Va. 22215. Written comments 
may be submitted by facsimile transmission to Mary Critharis at 
(703) 305-8885 or John M. Whealan at (703) 305-9373. Com- 
ments may also be submitted by electronic mail through the 
Internet to mary.critharis@uspto.gov or john.whealan @uspto.gov. 
Written comments will be maintained for public inspection in 
Crystal Park Two, Room 902, 2121 Crystal Drive, Arlington, 
Virginia. Written comments in electronic form may be made 
available via the PTO’s World Wide Web site at http://www.usp- 
to.gov. No requests for presenting oral testimony will be accepted 
through electronic mail. 


For Further Information Contact: Mary Critharis by telephone 
at (703) 305-9300, by facsimile at (703) 305-8885, by electronic 
mail at mary.critharis@uspto.gov, or by mail addressed to Com- 
missioner of Patents and Trademarks, Box 4, Washington, D.C. 
20231; or John M. Whealan by telephone at (703) 305-9035, by 
facsimile at (703) 305-9373, by electronic mail at 
john.whealan@uspto.gov, or by mail addressed to Office of the 
Solicitor, Box 15667, Arlington, Va. 22215. 


Supplementary Information: 


I. Background 


The official record detailing the prosecution of a patent appli- 
cation in the United States Patent and Trademark Office (PTO) is 
more than just a historical record. During the life of a patent, the 
prosecution record defines the scope of the claimed invention and 
the patent owner’s rights. Thus, the written record must clearly 
explain the rationale for decisions made during the examination of 
a patent application, including the basis for the grant. Moreover, 
once a patent has been granted, the official record will be closely 
scrutinized by potential licensees, competitors who must avoid 
infringing the claimed invention, or even those attempting to 
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invalidate the patent. In the event of litigation, the record will 
serve as a primary basis for court determinations of issues 
regarding the validity or scope of the patent. 

The written record created during the prosecution of a patent 
application, commonly referred to as the “file wrapper” or “file 
history,” consists of all correspondence between an applicant and 
the PTO. The file history typically consists of the patent applica- 
tion as originally filed, the cited prior art, all papers prepared by 
the examiner during the course of examination, and documents 
submitted by the applicant in response to the various requirements, 
objections, and rejections made by the examiner. In addition, the 
file history should contain a written record of all oral communi- 
cations addressing patentability issues between the examiner and 
applicant. Examiners and applicants share the responsibility for the 
clarity, accuracy, and completeness of the file wrapper. 

Recent decisions by the United States Supreme Court and the 
United States Court of Appeals for the Federal Circuit emphasize 
the importance of clear and complete prosecution histories in that 
they will look more closely at and place greater weight on patent 
prosecution histories. See, e.g., Warner-Jenkinson Co. v. Hilton 
Davis Chem. Co., 117 S. Ct. 1040, 41 USPQ2d 1865 (1997); 
Markman vy. Westview Instruments, 52 F.3d 967, 34 USPQ2d 1321 
(Fed. Cir. 1995), aff'd, 116 S. Ct.1384, 38 USPQ2d 1461 (1996); 
Vitronics Corp. v. Conceptronic Inc., 90 F.3d 1576, 39 USPQ2d 
1573 (Fed. Cir. 1996). For example, in Warner-Jenkinson, the 
Supreme Court explained the importance of the prosecution 
history of a patent in determining infringement under the doctrine 
of equivalents. 117 S. Ct. at 1049-51, 41 USPQ2d at 1871-73. 
Specifically, the Court acknowledged that when the prosecution 
history reveals that a patent owner amended the claims by adding 
limitations to overcome the prior art, the patent owner will be 
estopped from alleging infringement under the doctrine of equiva- 
lents as to that amended limitation. /d. at 1051, 41 USPQ2d at 
1873. Subsequently, the Court held: 


Mindful that claims do indeed serve both a definitional and a 
notice function, we think the better rule is to place the burden on 
the patent-holder to establish the reason for an amendment 
required during patent prosecution ... Where no explanation is 
established, however, the court should presume that the PTO had 
a substantial reason related to patent-ability for including the 
limiting element added by amendment. 


id. The emphasis on the written record, including the prosecution 
history, to interpret the claims is further illustrated by the Mark- 
man and Vitronics decisions. In Markman, the Federal Circuit held 
claim interpretation is a question of law to be determined by the 
court based on three sources: the claims, the specification, and the 
prosecution history. 52 F.3d at 979, 34 USPQ2d at 1329. Along the 
same lines, the Federal Circuit in Vitronics opined that intrinsic 
evidence, which includes the claims, the specification, and the 
prosecution history, is the “most significant source” of evidence to 
be used when interpreting claims. 90 F.3d at 1582, 39 USPQ2d at 
1576. In explaining that the claims, the specification, and the 
prosecution history make up the “public record” upon which the 
public is entitled to rely, the Federal Circuit stated: 


[T]he [prosecution] history contains the complete record of all the 
proceedings before the Patent and Trademark Office, including any 
express representations made by the applicant regarding the scope 
of the claims. As such, the record before the Patent and Trademark 
Office is often of critical significance in determining the meaning 
of the claims. 


90 F.3d at 1582, 39 USPQ2d at 1577. The Federal Circuit held that 
when the public record “unambiguously describes the scope of the 
patented invention,” reliance on extrinsic evidence such as expert 
testimony is improper. 90 F.3d at 1583, 39 USPQ2d at 1477. 


The PTO imposes written recording requirements on both the 
examiner and applicant. These requirements are designed to 
furnish the patent applicant, as well as the public and the courts, 
with sufficient information to make informed decisions. As the 
agency charged with granting valid patents, the PTO is actively 
concerned with the development of clear and complete prosecution 
histories. For this reason, the PTO is interested in obtaining public 
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opinion as to whether the current rules and procedures pertaining 
to recording prosecution histories are sufficient to provide com- 
plete and clear records. 


Il. Issues for Public Comment 


Interested members of the public are invited to testify and 
present written comments on issues they believe to be relevant to 
the discussion below. Questions following the discussion are 
included to identify specific issues upon which the PTO is 
interested in obtaining public opinion. 


A. Current Procedures for Recording Patent Prosecution Histories 


The emphasis on preparing complete, clear, and accurate file 
histories is prevalent throughout the patent rules which form title 
37 of the Code of Federal Regulations (C.F.R.) and the guidelines 
of practice embodied in the Manual of Patent Examining Proce- 
dure (M.P.E.P.). Recognizing the importance of the written pros- 
ecution record, PTO rules and procedures stress the need for 
examiners to communicate clearly the basis for all rejections and 
objections so that the issues can be identified early and the 
applicant can be given an opportunity to respond. See 37 C.F.R. 
1.105 (1996); M.P.E.P. 707.07 (6th ed. 1995, rev. 2, July 1996). To 
meet this goal, Rute 105 explicitly states that “[t]he examiner's 
action will be complete as to all matters.” 37 C.F.R. 1.105. This 
requires the examiner to treat all claims on their merits, provide 
authority and support for each ground of rejection, and respond to 
all arguments and points raised by applicants. 

The M.P.E.P. instructs examiners to provide clear and complete 
Office actions throughout the examination process. For instance, 
when making rejections such as lack of an adequate written 
description, the examiner's position should be fully developed and 
contain detailed reasons rather than a mere conclusion. See 
M.P.E.P. 706.03 (6th ed. 1995, rev. 2, July 1996). Moreover, upon 
entering an obviousness rejection under 35 U.S.C. 103, the 
examiner should set forth in the Office action the relevant 
teachings of the prior art relied upon, the differences between the 
claimed invention and the applied references, and an explanation 
as to why the claimed invention would have been obvious to one 
of ordinary skill in the art. M.P-E.P. 706.02(j) (6th ed. 1995, rev. 2, 
July 1996). Furthermore, in making a final rejection, all outstand- 
ing grounds of rejection should be fully developed and clearly set 
forth to the extent that the remaining issues are readily apparent. 
M.P.E.P. 706.07 (6th ed.. 1995, rev. 2, July 1996). 

Concurrent with the examiner’s duty to provide clear and fully 
developed Office actions, Rule 111 mandates an applicant’s 
response to be complete in order to promote an early and full 
determination of the issues. 37 C.FR. 1.111 (1996). Current 
procedure requires that the response by the patent applicant “must 
distinctly and specifically point out the supposed errors in the 
examiner's action and must respond to every ground of objection 
and rejection in the prior Office action.” 37 C.F.R. 1.111. More- 
over, the requirements of Rule 111 dictate that applicants clearly 
point out the patentable novelty believed to render the subject 
claims allowable over the referenced teachings. 37 C.F.R. 1.111. 
See M.P.E.P. 714.02 (6th ed. 1995, rev. 2, July 1996). Furthermore, 
to ensure a clear and complete file record, examiners are given the 
authority to require correction if a response is not complete. See 
M.P.E.P. 714.03 (6th ed. 1995, rev. 2, July 1996). In limited 
situations, an examiner is authorized to make changes directly to 
the written portions of the filed application to correct obvious 
errors such as spelling and minor grammatical errors. M.P.E.P. 
1302.04 (6th ed. 1995, rev. 2, July 1996). Other obvious infor- 
malities such as changes to the abstract may be corrected by a 
formal examiner’s amendment which is placed in the file wrapper 
and a copy is mailed to applicants. /d. Amendment or cancellation 
of claims by formal examiner’s amendment is permitted when 
passing an application to issue provided that the changes have 
been authorized by applicant or applicant’s representative. /d. 

A complete prosecution history should clearly reflect the rea- 
sons why the patent application was allowed. According to Rule 
109, an examiner may set forth reasons for allowance when the 
record, as a whole, is unclear as to why the application is allowable 
over the prior art. 37 C.F.R. 1. 109 (1996). Thus, the examiner 
must make a judgment of the record to determine whether reasons 
for allowance should be set out in that record. However, the 
M.P.E.P. cautions examiners to exercise great care in recording 
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reasons for allowance so as not to misconstrue the claims. M.P.E.P. 
1302.14 (6th ed. 1995, rev. 2, July 1996). If desired, an applicant 
may comment on an examiner’s statement of reasons for allow- 
ance. Although an applicant's comments are entered in the 
application file, they will not be commented upon by the examiner 
in charge of the application. See id. 

Another facet of patent prosecution in which written records are 
extremely important is the recordation of interviews conducted 
between examiners and applicants. Examiner interviews concern- 
ing patent applications and other matters pending before the PTO 
serve to clarify the issues in an application and materially advance 
the prosecution of a case. The substance of an interview must be 
made of record in the application by means of an Interview 
Summary Form completed by the examiner and placed in the file 
wrapper. M.P.E.P. 713.04 (6th ed. 1995, rev. 2, July 1996). In 
addition, a complete written statement disclosing the substance 
presented at the interview must be filed by the applicant when 
reconsideration is requested in view of an interview with an 
examiner. 37 C.F.R. 1.133 (b) (1996). However, the examiner and 
applicant can agree that the Interview Summary Form satisfies 
applicant’s obligation under Rule 133. M.P.E.P. 713.04. 

A complete and accurate recordation of the substance of an 
examiner interview should include the following: an identification 
of the claims and prior art discussed; a description of proposed 
amendments; the general thrust of the applicant’s and examiner's 
arguments; and the results of the interview. /d. Although the 
recordation of the arguments presented at the interview need not be 
lengthy or highly detailed, the general nature of the principal 
arguments should be readily apparent. /d. 

The PTO is interested in ensuring that complete and accurate file 
histories are created and maintained. Public comments are invited 
to assist the PTO in identifying any improvements that can be 
made to increase the clarity and completeness of prosecution 
histories. The tenor of the following questions should not be taken 
as an indication that the PTO has taken a position on or is 
predisposed to any particular approach to creating and maintaining 
complete and clear file histories. 


1. Do you believe that the current rules and procedures pertinent 


to recording prosecution histories are sufficiently clear and effec- 
tive? If not, please: 


(a) identify aspects of the rules and procedures that you believe 
lack clarity or do not facilitate the creation of adequate records; 

(b) identify any changes to the rules and procedures that you 
believe would improve the clarity and completeness of file 
histories; and 

(c) discuss potential advantages and hardships that patent 
applicants and examiners would face if particular changes were 
adopted. 


2. Do you believe that examiners are correctly and uniformly 
applying the existing rules and procedures governing the recording 
of file histories? If not, please: 

(a) provide or summarize examples in which you believe 
examiners have not maintained complete file histories; 

(b) identify additional steps that can be taken by the PTO and 
applicants to clarify the prosecution history; and 

(c) discuss possible advantages and drawbacks to the proposed 
changes. 


3. Do examiners generally notify applicants when an amend- 
ment fails to point out the patentable novelty of applicant's 
invention, as required by 37 C.F.R. 1.111? If so, do you believe 
that examiners should continue to notify applicants of their failure 
to include a statement of novelty? 


4. Is language such as “to further define and clarify the 
invention” sufficient to satisfy Rules 111 and 119 of 37 CFR. 
which require the applicant to point out how each amendment 
distinguishes the claims over the cited prior art? If not, please 
explain why applicants should be required to recite positively the 
rationale behind every claim amendment. 


5. Should examiners be required to recite positively the reasons 
for amendments to claims when claims are amended by way of a 
formal examiner's amendment drafted pursuant to M.P.E.P. 
1302.047 If so, do you believe this would discourage the practice 
of examiner amendments? Also, what effect would such a require- 
ment have on the patent prosecution process? 
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6. Should the current practice of having examiners prepare 
reasons for allowance, as outlined in 37 C.F.R. 1.109, be discon- 
tinued? If so, please explain why you believe this is desirable. If 
not, should 37 C.F.R. 1.109 be amended to make it mandatory that 
reasons for allowance must be provided by the examiner? (Cur- 
rently, according to 37 C.F.R. 109, setting forth reasons for 
allowance is not mandatory on the examiner’s part.) If so, in which 
of the following instances should examiners be required to set 
forth reasons for allowance: 


(a) in all allowable patent applications; or 
(b) when the record, as a whole, is unclear as to why the patent 
application is being allowed. 


7. Do reasons for allowance recorded by examiners contain 
accurate and precise interpretations regarding the novelty or 
nonobviousness of the claims? If not, please: 


(a) explain the experiences you have had that led you to your 
conclusions; and 

(b) identify what you believe should be included in or omitted 
from an examiner’s reasons for allowance. 


8. What would prompt an applicant to comment on an examin- 
er’s statement of reasons for allowance? 


9. If an applicant disagrees with an examiner's reasons for 
allowance, should applicant be obligated to respond? If so, should 
applicant’s failure to file a statement commenting on the examin- 
er’s reasons for allowance be deemed an admission that applicant 
acquiesces to the reasoning of the examiner? (Currently, pursuant 
to 37 C.FR. 1.109, failure to comment on the reasons for 
allowance does not imply that the patent applicant agrees with the 
reasoning of the examiner.) 


10. Is the current practice of placing applicant’s comments to 
reasons for allowance in the application file without further 
comment by the examiner adequate? If not, how and why should 
the current practice be changed? 


11. Does the present system of recording examiner interviews 
by means of interview summary records, as outlined in M.P.E.P. 
713.04, provide a complete record of the substance of the 
interview? If not, please: 

(a) explain the experiences you have had that have led you to 
your conclusions; 

and 

(b) describe additional changes to the interview summary 
practice you believe would be desirable. 


12. Should applicants be obligated to record the substance of 
every examiner interview, regardless of whether reconsideration is 
sought? 


13. Should an examiner and applicant be permitted to agree that 
a written record of the substance of an interview by the applicant 
is not necessary? 


14. Should the PTO require that telephonic and/or personal 
interviews between examiners, applicants, and attorneys be taped 
by electronic devices and transcribed into a written medium to be 
included in the file wrapper? If so, please: 


(a) identify which type of interviews should be recorded by 
electronic devices; 

(b) indicate whether transcriptions should be distributed to 
applicants; 

(c) explain how this should be implemented; 

(d) identify who should bear the cost; and 

(e) discuss potential advantages and drawbacks to electronic 
recording of examiner interviews. 

In the alternative, should applicants be permitted to request 
recording of examiner interviews by electronic devices? If so, 
please: 


(a) identify which type of interviews applicants should be 
permitted to request recording; 

(b) indicate whether transcriptions should be distributed to 
applicants; 

(c) explain how this should be implemented; 

(d) identify who should bear the cost; and 
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(e) discuss potential advantages and drawbacks to applicant- 
requested electronic recording of examiner interviews. 


B. Other Issues 


Parties may address related matters not specifically identified in 
the above topics. If this is done, parties are requested to: 


1. Label that portion of their response as “Other Issues”; 


2. Clearly identify the matter being addressed; 
3. Provide examples, when appropriate, that illustrate the matter 
addressed; 


4. Identify any relevant legal authorities applicable to the matter 
being addressed; and 


5. Provide suggestions regarding how the matter should be 
addressed by the PTO. 


II. Guidelines for Oral Testimony 


Individuals wishing to testify must adhere to the following 
guidelines: 

1. Anyone wishing to testify at the hearings must request an 
opportunity to do so no later than November 3, 1997. Requests to 
testify may be accepted on the date of the hearing if sufficient time 
is available on the schedule. No one will be permitted to testify 
without prior approval. 


2. Requests to testify must include the speaker’s name, affilia- 
tion and title, mailing address, and telephone number. Facsimile 
number and Internet mail address, if available, should also be 
provided. Parties may include in their request an indication as to 
whether the party wishes to testify during the morning or afternoon 
session of the hearing. 


3. Speakers will be provided between five and fifteen minutes to 
present their remarks. The exact amount of time allocated per 
speaker will be determined after the final number of parties 
testifying has been determined. All efforts will be made to 
accommodate requests for additional time for testimony presented 
before the day of the hearing. 


4. Speakers may provide a written copy of their testimony for 
inclusion in the record of the proceedings. These remarks should 
be provided no later than November 25, 1997. 


5. Speakers must adhere to guidelines established for testimony. 
These guidelines will be provided to all speakers on or before 
November 11, 1997. A schedule providing approximate times for 
testimony wiil be provided to all speakers the morning of the day 
of the hearing. Speakers are advised that the schedule for testi- 
mony will be subject to change during the course of the hearings. 


IV. Guidelines for Written Comments 
Written comments should include the following information: 
1. Name and affiliation of the individual responding; 


2. If applicable, an indication of whether comments offered 
represent views of the respondent’s organization or are the 
respondent's personal views; and 


3. If applicable, information on the respondent’s organization, 
including the type of organization (e.g., business, trade group, 
university, or non-profit organization) and respondent’s position, 
including type of experience (e.g., attorney handling patent pros- 
ecution and/or patent litigation, patent agent prosecuting patent 
applications, or judge deciding patent issues). 

If possible, parties offering testimony or written comments 
should provide their comments in machine-readable format. Such 
submissions may be provided by electronic mail messages sent 
over the Internet, or on a 3.5" floppy disk formatted for use in 
either a Macintosh or MS-DOS based computer. Machine-readable 
submissions should be provided as unformatted text (e.g., ASCII 
or plain text), or as formatted text in one of the following file 
formats: Microsoft Word (Macintosh, DOS, or Windows versions) 
or WordPerfect (Macintosh, DOS, or Windows versions). 

Information that is provided pursuant to this notice will be made 
part of a public record and may be available via the Internet. In 
view of this, parties should not provide information that they do 
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not wish to be publicly disclosed or made electronically accessible. 
Parties who would like to rely on confidential information to 
illustrate a point are requested to summarize or otherwise provide 
the information in a way that will permit its public disclosure. 
Sept. 16, 1997 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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(105) Department of Commerce 


Patent and Trademark Ofiice 
Request for Comments on Patent Formalities Treaty 
Agency: Patent and Trademark Office, Commerce 
Action: Notice of request for public comments 


Summary: The Patent and Trademark Office is seeking comments 
to obtain views of the public on the international effort to simplify 
the formal requirements associated with patents and the conse- 
quent changes to United States law and practice. Comments may 
be offered on any aspect of this effort. 


Dates: All comments are due by December |, 1997. 


Addresses: Persons wishing to offer written comments should 
address those comments to the Commissioner of Patents and 
Trademarks, Box 4, Patent and Trademark Office, Washington, 
D.C. 20231, marked to the attention of Mrs. Lois E. Boland. 
Comments may also be submitted by facsimile transmission to 
(703) 305-8885 or by electronic mail through the Internet to 
plt.comments @uspto.gov. All comments will be maintained for 
public inspection in Room 902 of Crystal Park II, at 2121 Crystal 
Drive, Arlington, Virginia. 


For Further Information Contact: Mrs. Lois E. Boland by 
telephone at (703) 305-9300, by fax at (703) 305-8885 or by mail 
marked to her attention and addressed to Commissioner of Patents 
and Trademarks, Box 4, Washington, D.C. 20231. 


Supplementary Information: 
1. Background 


The United States has been involved in an effort to reduce the 
formal requirements associated with patent applications and pat- 
ents in the different countries of the world. A committee of experts, 
meeting under the auspices of the World Intellectual Property 
Organization (WIPO), continues to develop treaty articles and 
rules which attempt to minimize the formal requirements associ- 
ated with patent applications and patents. Upon conclusion, these 
treaty articles and rules will simplify the formal obligations and 
reduce the associated costs for patent applicants and owners of 
patents in obtaining and preserving their rights for inventions in 
many countries of the world. The next (Sth) committee of experts 
meeting will take place at WIPO in December of 1997. It is likely 
that two additional such meetings will take place in 1998. The 
issue of when a Diplomatic Conference will be convened to 
conclude these negotiations will be discussed in a March 1998 
meeting at WIPO. WIPO has suggested that a 1999 Diplomatic 
Conference may be possible. 


The United States Patent and Trademark Office (USPTO), leading 
the negotiations for the United States, is interested in obtaining 
comprehensive comments to assess continued support for the 
effort. Prior to each of the previous meetings of the committee of 
experts, the USPTO informally solicited and received comments 
on the then-current drafts of the treaty articles, rules and notes. In 
light of the impending conclusion of this effort, the USPTO desires 
to ensure that the text of the treaty is disseminated as widely as 
possible and the opportunity to provide comments is correspond- 
ingly comprehensive. 
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Written comments may be offered on any aspect of the draft treaty 
articles, rules or notes or expected implementation in the United 
States. Comments are also welcome on the following issues: 


-the formalities/substantive distinction, discussed, specifically, 
with respect to Article 5, below; 


-the subject matter appropriate for treaty articles versus that which 
should be relegated to rules; and 


-whether this effort should be concluded by a separate treaty or as 
a protocoi to the Patent Cooperation Treaty. 


2. Brief Summary of the Draft Treaty 


The current text of the draft treaty includes 16 articles, 17 rules and 
associated notes. A brief summary of selected articles and, where 
significant, associated rules follows. To the extent that a given 
article is not summarized, it is considered to be self-explanatory. 
Insofar as this effort is focused upon and limited to formal matters 
associated with patent applications and patents, the USPTO 
expects that, upon implementation, changes to our patent law 
would be minimal. However, to the extent the need for any such 
change has been identified for a given draft article or rule, it is 
noted below. This discussion is intended, only, to highlight various 
articles and rules; it is not intended as a comprehensive treatment 
of the draft texts. The draft texts, identified in Part 3, below, should 
be consulted for a complete understanding of the effort that is 
under way. 


Article | - Abbreviated Expressions - This article provides 
definitions for terms used throughout the text of the draft articles 
and rules. For the most part, this article is self-explanatory. The 
USPTO has supported a broadening of the definition for the term 
“owner” to include owners of both applications and patents. 


Article 2 - Applications and Patents to Which the Treaty Applies - 
This article defines the scope of the treaty by virtue of the types of 
applications and patents that are intended to be encompassed by its 
terms. 


Article 3 - National Security - This article preserves the right of 
Contracting Parties to apply measures deemed necessary for the 
preservation of national security. 


Article 4 - Filing Date - This article is viewed by the USPTO as 
one of the more important features of this effort. It mandates that 
a Contracting Party must provide a filing date for an application as 
of the date that the following elements are filed with its Office: 


(i) an indication that submitted elements are intended to be an 
application; 

(ii) indications allowing the identity of the applicant or person 
submitting the application to be established or contacted; 

(ili) a description; and 

(iv) if the description is not in an accepted language, an 
indication that the application contains a description. 


This filing date requirement is fairly minimal and would greatly 
simplify the conditions imposed upon the grant of filing dates to 
patent applications throughout the world. Note that this article 
would mandate the acceptance, for filing date purposes, of patent 
applications in any language, subject to the furnishing of later 
translations. The USPTO has supported this article, with the 
knowledge that our claim requirement in section 111 (a) of title 35, 
United States Code, would have to be deleted. Note that such a 
requirement is not included for provisional applications filed under 
section 111 (b) of title 35, United States Code. The remainder of 
the article and Rule 2 provide additional details concerning the 
grant of filing dates. 


Article 5 - Application - This article is another of the more 
important features of this effort. It mandates that no Contracting 
Party may impose any requirement relating to the form or contents 
of an application which is different from or additional to any 
requirement applicable under the Patent Cooperation Treaty (PCT) 
to an international application. In essence, this article states that if 
an applicant submits an application to a national office that 
complies with the requirements of the PCT, that national office can 
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impose no different or additional requirements on that national 
application. Of course, Contracting Parties would be free to 
impose requirements that are more liberal, from an applicant’s 
perspective, than the PCT. Of note, the International Bureau of 
WIPO has expressed the view that the incorporation of the “form 
or contents” requirements from the PCT into this article would 
mandate the application of the PCT unity of invention standard for 
all national applications. The USPTO has taken exception to this 
view insofar as unity of invention is considered to be a substantive 
matter that is outside the scope of this effort. This article also 
provides that the Regulations shall include requirements regarding 
the filing of applications in paper and electronic form. 


Article 6 - Validity of Patent; Revocation - This article mandates 
that once a patent has been granted, it may not be revoked or 
invalidated on the ground of non-compliance with certain formal 
requirements enunciated in Article 5. 


Article 7 - Representation; Address for Service - This article 
addresses requirements regarding representation, address for ser- 
vice and powers of attorney. Importantly, the article provides that 
Contracting Parties may not mandate representation for, among 
other things, the filing of a translation, the furnishing of drawings 
or the payment of any fee. 


Article 8 - Signature; 
Article 9 - Request for Recordal of Change in Name and Address; 
Article 10 - Request for Recordal of Change in Ownership; 


Article 11 - Request for Recordal of Licensing Agreement or 
Security Interest; and 


Article 12 - Request for Correction of a Mistake. These provisions, 
and associated rules, are considered to be self-explanatory. It has 
been the position of the-USPTO that much of the detail in these 
articles would be more appropriate for a rule insofar as including 
such a level of detail in treaty articles may render the result 
unnecessarily inflexible. (While this issue is highlighted here with 
respect to these enumerated articles, it may apply to the level of 
detail associated with other articles.) 


Article 13 - Extension of a Time Limit Fixed by the Office - This 
article, with Rule 14, mandates that the Offices of all Contracting 
Parties must provide for, at the least, a first extension for any time 
limit set by the Office. 


Article 14 - Further Processing; Restoration of Rights - This article 
mandates that all Contracting Parties must provide for the further 
processing of applications and the restoration of rights related to 
applications/patents where compliance with a requirement takes 
place outside of a time limit originally established by an Office. 
The article also provides for intervening fights under certain 
circumstances. 


Article 15 - Addition and Restoration of Priority Claim - This 
article provides for the late claiming of priority of an earlier 
application where a subsequent application is timely filed and for 
the delayed filing of the subsequent application. The United States 
currently permits late claiming of priority and supports the concept 
of accepting the delayed filing of the subsequent application. With 
regard to accepting the delayed filing of a subsequent application, 
an amendment to section 119 of title 35, United States Code, 
would be warranted. 


Article 16 - Regulations - This provision provides the basis for the 
draft rules that follow. As noted above, there are, currently, 17 draft 
rules that accompany the text of the treaty. 


3. Text of the Draft Treaty, Rules and Notes 


The text of the current draft of the patent law treaty, with 
associated rules and notes, is available via the USPTO’s World 
Wide Web site at http://www.uspto.gov via a link to WIPO's World 
Wide Web site. The documents are PLT/CE/V/2 and PLT/CE/V/3. 
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Requests for paper copies of the text may be made in writing to 
Mrs. Lois E. Boland at the above address or by telephone at (703) 
305-9300. 
October 15, 1997 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


{1204 OG 64] 





(106) Using Certificate of Correction to Perfect 

Claim for Priority Under 35 USC 119 

Under 35 USC 119, an applicant may assert a right of priority 
and claim the benefit of an earlier filing date in a foreign country. 
In this regard, 35 USC 119 states: 


No application for patent shall be entitled to this right or 
priority unless a claim therefor and a certified copy of the 
original foreign application, specification and drawings upon 
which it is based are filed in the Patent and Trademark Office 
before the patent is granted. . . . 


The failure to perfect a claim to foreign priority benefits prior to 
issuance of the patent may be cured by filing a reissue application; 
Brenner v. State of Israel,158 USPQ 584 (CA DC 1968). 

However, under certain conditions, this failure may also be 
cured by filing a Certificate of Correction request under 35 USC 
255 and 37 CFR 1.323. For example, in the case of In re Van 
Esdonk, 187 USPQ 671 (Comr. 1975), the Commissioner granted 
a request to issue a Certificate of Correction in order to perfect a 
claim to foreign priority benefits. In that case, a claim to foreign 
priority benefits had not been filed in the application prior to 
issuance of the patent. However, the application was a continua- 
tion of an earlier application in which the requirements of 35 USC 
119 had been satisfied. Accordingly, the Commissioner held that 
the “applicants’ perfection of a priority claim under 35 USC 119 in 
the parent application will satisfy the statute with respect to their 
continuation application.” 

Although In re Van Esdonk involved the patent of a continuation 
application filed under 37 CFR 1.60, it is proper to apply the 
holding of that case in similar factual circumstances to any 
patented application having benefits under 35 USC 120. This is 
primarily because a claim to foreign priority benefits in a continu- 
ing application, where the claim has been perfected in the parent 
application, constitutes in essence a mere affirmation of the 
applicant’s previously expressed desire to receive benefits under 
35 USC 119 for subject matter common to the foreign, parent, and 
continuing applications. 

In summary, a Certificate of Correction under 35 USC 255 and 
37 CFR 1.323 may be requested and issued in order to perfect a 
claim to foreign priority benefits in a patented continuing appli- 
cation if the requirements of 35 USC 119 had been satisfied in the 
parent application prior to issuance of the patent and the require- 
ments of 37 CFR 1.55(a) are met. 

However, a claim to foreign priority benefits cannot be perfected 
via a Certificate of Correction if the requirements of 35 USC 119 
had not been satisfied in the patented application, or its parent, 
prior to issuance and the requirements 37 CFR 155(a) are not met. 
In this latter circumstance, the claim to foreign priority benefits 
can be perfected only by way of a reissue application in accor- 
dance with the rationale set forth in Brenner v. State of Israel, 
supra. 


July 25, 1986 RENE D. TEGTMEYER 


Assistant Commissioner for Patents 
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Right of Priority in Patent and Trademark 


(107) Applications Available in Taiwan 


On the basis of a Memorandum of Understanding signed on 
April 10, 1996, between the American Institute in Taiwan and the 
Taipei Economic and Cultural Representative Office in the United 
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States, U.S. applicants seeking patent protection in Taiwan may 
avail themselves of the right of priority based on patent applica- 
tions filed in the United States, on or after April 10, 1996. 


In accordance with the same Memorandum of Understanding, 
U.S. applicants seeking trademark protection in Taiwan may avail 
themselves of the right of priority based on applications for 
trademark registration filed in the United States, on or after 
December 24, 1993. 


To receive the right of priority in Taiwan, applications for 
patents and trademark registrations must be filed there within such 
time period from the filing of the first application in the United 
States, as specified by the laws and regulations of Taiwan. The 
right of priority, on the basis of reciprocity, is also available to 
applicants from Taiwan seeking patent protection or trademark 
registration in the United States. 
April 30, 1996 BRUCE A. LEHMAN 
Assistant Secretary of Commerce 
and Commissioner of Patents and 

Trademarks 
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(108) Notice of Right to Claim Priority Based Upon 


Applications Previously Filed in India 


On January 3, 1995, the Ministry of India (Department of 
Industrial Development) caused a Notification to be published in 
The Gazette of India: Extraordinary [Part II-Sec. 3(ii)]. This 
Notification included the following text: 


“{I]n exercise of the powers conferred by subsection (1) of 
section 133 of the Patents Act, 1970 (39 of 1970), the Central 
Government hereby declares each of [the members of the 
World Trade Organization, which includes the United States 
of America] to be a convention country for all the provisions 
of the said Act”. 


Section 135(1) of the Patents Act, 1970 (39 of 1970) of India 
provides as follows: 


Without prejudice to the provisions contained in section 6, 
where a person has made an application for a patent in respect 
of an invention in a convention country (hereinafter referred 
to as the “basic application”), and that person or the legal 
representative or assignee of that person makes an application 
under this Act for a patent within twelve months after the date 
on which the basic application was made, the priority date of 
a claim of the complete specification, bearing a claim based 
on matter disclosed in the basic application, is the date of 
making of the basic application“. 


Given the above-referenced Notification in The Gazette of India 
and Section 135 of the Indian Patents Act, 1970, India is deemed 
a foreign country which affords privileges in the case of applica- 
tions filed in the United States or to citizens of the United States 
similar to those afforded under 35 U.S.C. § 119. 


Accordingly, an application for patent for an invention filed in the 
United States by any person who has, or whose legal representa- 
tives or assigns have, previously regularly filed an application for 
a patent for the same invention in India shall have the benefit of the 
filing date in India in accordance with 35 U.S.C. § 119. Such 
persons became entitled to claim that benefit on the basis of 
applications filed in India on, or after, January 3, 1995, the date of 
publication of the above-referenced Notification in The Gazette of 
India. 


January 13, 1997 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 
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(109) Notice of Right to Claim Priority Based Upon 


Applications Previously Filed in Thailand 


As a result of an exchange of letters between the U.S. Patent and 
Trademark Office and the Department of Intellectual Property of 
Thailand, the following benefits for U.S. applicants in Thailand 
have become available: 


Patent applications filed in the United States may serve as the 
basis for the right of priority in Thailand if a subsequent applica- 
tion is filed in Thailand on or after January 1, 1996. In the case of 
applications for invention patents, the subsequent filing must be 
made within 12 months from the first filing date of the application 
in the United States and in the case of applications for design 
patents, within 6 months from the first filing date in the United 
States. 


Thailand, therefore, is deemed a foreign country which affords 
privileges in the case of applications filed in the United States or 
to citizens of the United States similar to those afforded under 35 
U.S.C. § 119. 


Accordingly, an application for patent for an invention or a 
design filed in the United States on or after January 1, 1996, by any 
person who has, or whose legal representatives or assigns have, 
previously regularly filed an application for a patent for the same 
invention or design in Thailand shall have the benefit of the filing 
date in Thailand in accordance with 35 U.S.C. 119 and 172. 
March 11, 1997 L. J. GOFFNEY for 

BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1197 OG 35] 





(110) DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
RIN 0651-AB23 
Supplemental Examination Guidelines for Determining 
the Applicability of 35 U.S.C. § 112, | 6 


AGENCY: United States Patent and Trademark Office, Commerce 
ACTION: Notice 


SUMMARY: The U.S. Patent and Trademark Office (USPTO) is 
publishing the final supplemental examination guidelines to be 
used by Office personnel in their review of patent applications to 
determine (1) whether a claim limitation invokes 35 U.S.C. § 112, 
{| 6, and (2) whether the written description describes adequate 
corresponding structure, material, or acts needed to support a 
claim limitation under 35 U.S.C. § 112, | 6. Because these 
supplemental examination guidelines are interpretive rules and 
general statements of policy, they are exempt from notice and 
comments rulemaking under 5 U.S.C. § 553(b)(A). 


DATES: The supplemental examination guidelines are effective 
June 21, 2000. 


FOR FURTHER INFORMATION CONTACT: Magdalen 
Greenlief, by mail addressed to Box Comments, Commissioner for 
Patents, Washington, DC 20231, or Ray Chen, Office of the 
Solicitor, P.O. Box 15667, Arlington, Virginia 22215, or by 
facsimile transmission to (703) 305-8825, or by electronic mail at 
magdalen.greenlief@uspto.gov or ray.chen@uspto.gov. 


SUPPLEMENTARY INFORMATION: The USPTO published 
“Interim Supplemental Examination Guidelines for Determining 
the Applicability of 35 U.S.C. § 112 4 6” in the Federal Register 
on July 30, 1999, at 64 FR 41392, requesting comments from the 
public on the supplemental examination guidelines. The interim 
supplemental examination guidelines are adopted with modifica- 
tions as suggested by some of the commentors noted below. In 
particular, (1) a statement has been added to the supplemental 
examination guidelines to clearly state that the guidelines do not 
constitute substantive rulemaking and hence do not have the force 
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and effect of law, (2) the third prong of the 3-prong analysis for 
determining whether a claim limitation invokes 35 U.S.C. § 112, 4 
6 has been modified to indicate that the phrase “means for” or 
“step for” must not be modified by sufficient structure, material, or 
acts for achieving the specified function, and (3) the last step of the 
process for making a prima facie case of equivalence of a prior art 
element during ex parte examination has been modified to state 
that where the examiner finds that the prior art element is an 
equivalent of the means-(or step-) plus- function limitation, the 
examiner should provide an explanation and rationale as to why 
the prior art element is an equivalent. 


Discussion of Public Comments 


Comments were received by the USPTO from three individuals, 
two bar associations, one law firm and one corporation in response 
to the request for comments on the interim supplemental exami- 
nation guidelines. All comments have been fully considered. One 
comment was directed to Markush-type claims which is not 
germane to the subject matter addressed in these guidelines and 
thus, a response has not been included in the discussion below. 
One comment indicated that the supplemental examination guide- 
lines will work well since under the supplemental examination 
guidelines applicants can clearly invoke or not invoke 35 U.S.C. § 
112, ¢ 6 and examiners can clearly determine whether or not 35 
U.S.C. § 112, ¢ 6 has been invoked. Other comments generally 
supported the 3-prong analysis, but with certain modifications. 


Comment 1: One comment indicated that it is not clear whether 
the guidelines are interpretative and without force of law, or are 
intended to be rules or regulations (or their equivalent) issued 
under 35 U.S.C. § 6 and having the force of law. The commentor 
suggested that a specific statement be made as to the intent of the 
Office. 


Response: The suggestion has been adopted. As stated in the 
“Supplementary Information” portion of the interim suppiemental 
examination guidelines, these supplemental examination guide- 
lines are interpretative rules and general statements of policy, and 
therefore, are exempt from notice and comment rulemaking under 
5 U.S.C. 553(b)(A). The USPTO will further include a statement 
in the body of the guidelines to clearly state that the guidelines do 
not constitute substantive rulemaking and hence do not have the 
force and effect of law. 


Comment 2: One comment stated that the proposed guidelines put 
a great deal of emphasis on form over substance since a “means” 
is a means whether one uses that word or not. 


Response: The Federal Circuit has stated that when an element of 
a claim does not use the term “means,” treatment as a means-plus- 
function claim element is generally not appropriate. See Kemco 
Sales, Inc. v. Control Papers Co., 54 USPQ2d 1308, 1313 (Fed. 
Cir. 2000) (“absence of the word ‘means’ creates a presumption 
that section 112, paragraph 6 has not been invoked’’), Al-Site Corp. 
v. VSI Int'l, Inc., 174 F.3d 1308, 1318, 50 USPQ2d 1161, 1166 
(Fed. Cir. 1999) (“when an element of a claim does not use the 
term ‘means,’ treatment as a means-plus-function claim element is 
generally not appropriate”), Mas-Hamiiton Group v. LaGard, Inc., 
156 F.3d 1206, 1213-15, 48 USPQ2d 1010, 1016-18 (Fed. Cir. 
1998), and Greenberg v. Ethicon Endo-Surgery Inc., 91 F.3d 1580, 
1584, 39 USPQ2d 1783, 1787 (Fed. Cir. 1996) (“use of the term 
‘means’ (particularly as used in the phrase ‘means for’) generally 
invokes section 112(6) and that the use of a different formulation 
generally does not”). Even if the term “means” was used, the 
Federal Circuit has held, in certain circumstances, that the claim 
limitation does not invoke 35 U.S.C. § 112, ¢ 6. See Rodime PLC 
v. Seagate Tech., Inc., 174 F.3d 1294, 1303-04, 50 USPQ2d 1429, 
1435-36 (Fed. Cir. 1999) (holding “positioning means for moving” 
does not invoke 35 U.S.C. § 112, ¢ 6), and Cole v. Kimberly-Clark 
Corp., 102 F.3d 524, 530-31, 41 USPQ2d 1001, 1006 (Fed. Cir. 
1996) (claim limitation “perforation means.for tearing” does not 
invoke 35 U.S.C. § 112, 4 6). The supplemental examination 
guidelines provide applicants with a simple method for clearly 
stating their intent to invoke 35 U.S.C. § 112, 4 6. The specific 
phraseology used by the applicant in a claim limitation will 
determine whether the claim limitation invokes 35 U.S.C. § 112, 4 
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6. Furthermore, by following the plain language of the statute, the 
language employed in the patent claim(s) will place the public on 
notice whether a claim limitation invokes 35 U.S.C. § 112, 4 6. 


Comment 3: One comment stated that the guidelines are contrary 
to statute and to the court interpretations of the statute since the 
Federal Circuit has expressly held that a claim is to be interpreted 
as under 35 U.S.C. § 112, 9 6 even if the word “means” is not used 
as long as there is an object disclosed (i.e., a means) coupled with 
a function (citing Raytheon Co. v. Roper Corp., 724 F.2d 951, 220 
USPQ 592 (Fed. Cir. 1983)). 


Response: The USPTO believes that the supplemental examina- 
tion guidelines are consistent with the statute and controlling 
precedent. As noted by the Federal Circuit in Ethicon Inc. v. 
United States Surgical Corp., 135 F.3d 1456, 1463, 45 USPQ2d 
1545, 1550 (Fed. Cir. 1998), cert. denied, 525 U.S. 923 (1998), 
“use of the word ‘means’ gives rise to a ‘presumption that the 
inventor used the term advisedly to invoke the statutory mandates 
for means-plus-function clauses.’” See also J. Rader’s concurring 
opinion in Seal-Flex, Inc. v. Athletic Track and Court Constr., 172 
F.3d 836, 849-50, 50 USPQ2d 1225, 1233-34 (Fed. Cir. 1999), 
stating that use of the phrase “step for” in a method claim raises a 
presumption that 35 U.S.C. § 112, 4 6 applies, whereas, use of the 
word “step” by itself or the phrase “step of” does not invoke a 
presumption that 35 U.S.C. § 112, 4 6 applies. Because the scope 
of a claim limitation that invokes 35 U.S.C. § 112, { 6 is actually 
more limited than a claim limitation stated in structural terms, the 
Office wants to avoid inadvertent invocations of 35 U.S.C. § 112, 
q 6. Cf. Kemco Sales, Inc. v. Control Papers Co., 54 USPQ2d 
1308, 1316 (Fed. Cir. 2000) (where sealing of a flap inside an 
envelope pocket was not equivalent to sealing it outside the 
pocket). If a claim limitation does not include the phrase “means 
for” or “step for,” the examiner will not treat that claim limitation 
as invoking 35 U.S.C. § 112, ¢ 6. As noted in the supplemental 
examination guidelines, if applicant wants that claim limitation to 
be subject to the provisions of 35 U.S.C. § 112, 4 6, applicant may 
do so by following the options set forth in the explanation portion 
of the first prong of the 3-prong analysis. By providing applicant 
with the option of making a showing that even though the phrase 
is not used, the claim limitation should be treated under 35 U.S.C. 
§ 112, 4 6 since it is written as a function to be performed and does 
not recite sufficient structure, material, or acts to perform the 
claimed function, these supplemental examination guidelines are 
consistent with the Federal Circuit's interpretation of 35 U.S.C. § 
112, 4 6. 


Comment 4: One comment suggested that to permit a claim drafter 
who does not use the phrase “means for” or “step for” to make a 
showing that the claim limitation should still be treated under 35 
U.S.C. § 112, ¢ 6, rather than amending the claim to include the 
“means for” or “step for” phrase, is unwise. The commentor 
suggested that the USPTO promulgate a rule to always require the 
use of the phrase “means for” or “step for” if applicant wishes to 
have a claim limitation be treated under 35 U.S.C. § 112, 4 6. The 
commentor further stated that it is more important to have a clear 
and unambiguous, easily administered, bright-line rule for claim 
interpretation than it is to have the rule fine-tuned for tolerating all 
conceivable caprice in claim drafting. 


Response: The suggestion has not been adopted. To promulgate a 
rule to always require applicant to use the phrase “means for” or 


“step for” in order to invoke 35 U.S.C. § 112, 4 6 without 
providing applicant with an option to make a showing that even 
though the phrase is not used, the claim limitation should be 
treated under 35 U.S.C. § 112, { 6 since it is written as a function 
to be performed and does not recite sufficient structure, material, or 
acts to perform the claimed function would be inconsistent with 
the Federal Circuit’s interpretation of 35 U.S.C. § 112, 4 6. See, 
e.g., Mas-Hamilton Group v. LaGard, Inc., 156 F.3d 1206, 
1213-14, 48 USPQ2d 1010, 1016-17 (Fed. Cir. 1998) (“lever 
moving element for moving the lever” and “movable link member 
for holding the lever.and for releasing the lever” were construed as 
means-plus- function limitations invoking 35 U.S.C. § 112, { 6). 


Comment 5: One comment suggested that examiners should be 
instructed not to require that “means for” or “step for” language be 
used since applicants should be able to decide what language they 
choose to use in a claim. 
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Response: The suggestion has not been adopted. The USPTO 
wants to provide reasonable certainty that 35 U.S.C. § 112, 6 is 
not invoked unless applicant wants the claim limitation to be 
subject to that provision. To avoid inadvertent invocations of 35 
U.S.C. § 112, ¢ 6, the supplemental examination guidelines set 
forth a 3-prong analysis which must be met before a claim 
limitation is treated under 35 U.S.C. § 112, ¢ 6. As noted in the 
supplemental examination guidelines, a claim limitation that does 
not include the phrase “means for” or “step for” will not be treated 
by the examiner as invoking the provisions of 35 U.S.C. § 112, ¢ 
6. In such a case, the examiner will apply prior art to the claim 
limitation without the invocation of 35 U.S.C. § 112, 6. In reply 
to the examiner’s Office action, if applicant wishes to have the 
claim limitation treated under 35 U.S.C. § 112, { 6, applicant has 
the option to either amend the claim to include the phrase “means 
for” or “step for’ or to make a showing that even though the phrase 
“means for” or “step for” is not used, the claim limitation is written 
as a function to be performed and does not recite sufficient 
structure, material, or acts to perform the claimed function. If 
applicant does not wish to use the phrase “means for” or “step for,” 
under the supplemental examination guidelines, applicant must 
show that even though the phrase “means for” or “step for” is not 
used, the claim limitation is written as a function to be performed 
and does not recite sufficient structure, material, or acts for 
performing those functions. See Al-Site Corp. v. VSI Int'l, Inc., 
174 F.3d 1308, 1318, 50 USPQ2d 1161, 1166-67 (Fed. Cir. 1999) 
(although the claim limitations “eyeglass hanger member” and 
“eyeglass contacting member” include a function, these claim 
limitations do not invoke 35 U.S.C. § 112, 6 because the claims 
themselves contain sufficient structural limitations for performing 
those functions). 


Comment 6: Two comments indicated that the presence of some 
structure should not prevent the invocation of the provisions of 35 
U.S.C. § 112,4 6. The commentors suggested that the third prong 
of the 3-prong analysis be modified to read that “the phrase ‘means 
for’ or ‘step for’ must not be modified by sufficient structure, 
material, or acts for achieving the claimed function,” citing 
Seal-Flex, Inc. v. Athletic Track and Court Constr.. 172 F.3d 836, 
50 USPQ2d 1225 (Fed. Cir. 1999), and Unidynamics Corp. v. 
Automatic Prod. Int'l, 157 F.3d 1311, 48 USPQ2d 1099 (Fed. Cir. 
1998). 


Response: A review of the case law indicates that the recitation of 
some structure in means-(or step-) plus-function element does not 
preclude the applicability of 35 U.S.C. § 112, | 6 when the 
structure merely serves to further specify the function of that 
means. See Laitram Corp. v. Rexnord, Inc., 939 F.2d 1533, 1536, 
19 USPQ2d 1367, 1369 (Fed. Cir. 1991). Therefore, the suggestion 
has been adopted to this extent. 


Comment 7: One comment suggested that the guidelines be 
clarified to indicate what happens if the applicant neither amends 
the claim to include the phrase “means for” or “step for” nor makes 
a showing but stands firm on the claim that the applicant initially 
presented and insists that 35 U.S.C. § 112, {6 authorizes the claim. 
The commentor indicated that explanation of this point will benefit 
the applicants and the examiners. 


Response: If a claim limitation does not include the phrase “means 
for” or “step for,” the claim limitation will not be treated by the 
examiner as invoking the provisions of 35 U.S.C. § 112, ¢ 6. The 
examiner in such case will apply prior art to the claim limitation 
without the invocation of 35 U.S.C. § 112, ¢ 6. In reply to the 
examiner’s Office action, if applicant either refuses to amend the 
claim to include the phrase “means for” or “step for” or refuses to 
make a showing that even though the phrase “means for” or “step 
for” is not used, the claim limitation is written as a function to be 
performed and does not recite sufficient structure, material, or acts 
to perform the claimed function, the next Office action may be 
made final in accordance with the practice of making a second or 
subsequent action final (see MPEP 706.07(a)). Applicant may 
appeal the examiner’s rejection to the Board of Patent Appeals and 
Interferences pursuant to 35 U.S.C. § 134. 


Comment 8: One comment suggested that the examining corps 
should be encouraged, and preferably required, to include a 
Statement regarding 35 U.S.C. § 112, 4 6 in all Office actions 





Fesruary 20, 2001 


where appropriate so that applicants may agree with or argue 
against the examiner’s position. 


Response: The suggestion is adopted in part. In those instances 
where a claim limitation meets the 3-prong analysis as set forth in 
the supplemental examination guidelines and is being treated 
under 35 U.S.C. § 112, 4 6, the examiner will include a statement 
in the Office action that the claim limitation is being treated under 
35 U.S.C. § 112, ¢ 6. However, if a claim limitation does not use 
the phrase “means for” or “step for,” that is, the first prong of the 
3-prong analysis is not met, the examiner will not treat such a 
claim limitation under 35 U.S.C. § 112, | 6. It will not be 
necessary to state in the Office action that 35 U.S.C. § 112, ¢ 6 has 
not been invoked, since the presumption is that applicant did not 
intend to invoke the provisions of 35 U.S.C. § 112, 6 because 
applicant did not use the specific phrase “means for” or “step for.” 
If a claim limitation does include the phrase “means for” or “step 
for,” that is, the first prong of the 3-prong analysis is met, but the 
examiner determines that either the second prong or the third 
prong of the 3-prong analysis is not met, then in these instances, 
the examiner must include a statement in the Office action 
explaining the reasons why a claim limitation which uses the 
phrase “means for” or “step for” is not being treated under 35 
U.S.C. § 112, | 6. 


Comment 9: One comment suggested that 35 U.S.C. § 112, 9 6 
was not intended to address functional language used for mere 
background and away from the point of novelty and that the 
Federal Circuit has not directly addressed the use of functional 
language other than when it occurs at the point of novelty. The 
commentor stated that examiners need not go through the 3-prong 
analysis where the functional claiming language is not at the point 
of novelty since 35 U.S.C. § 112, ¢ 6 does not apply to such claim 
limitations. The commentor further stated that rejection for failure 
to use the “means for” or “step for” language of 35 U.S.C. § 112, 
{| 6 would be proper for, and only for, a claim to subject matter that 
Congress intended 35 U.S.C. § 112, 6 to address (at the point of 
novelty). The commentor suggested that the guidelines be modi- 
fied accordingly. 


Response: The suggestion has not been adopted. In a recent 
decision, Clearstream Wastewater Sys., Inc. v. Hydro-Action, Inc., 
54 USPQ2d 1185, 1188-90 (Fed. Cir. 2000), the Federal Circuit 
held that the district court erred in concluding that the means 
limitations for the aerating system could only cover new elements 
of the preferred embodiment. The means-plus-function limitation 
was “means for aerating.” The written description disclosed both a 
new and inventive flexible- hose structure and a prior art, rigid- 
conduit structure as corresponding structures for performing the 
claimed function. The Federal Circuit read the means-plus-func- 
tion terms for the aerating system in the claims as being capable of 
covering the old, rigid-conduit system as well as the new, 
fiexible-hose system. Furthermore, it is noted that examiners do 
not reject a claim for failure to use the “means for” or “step for” 
language of 35 U.S.C. § 112, 4 6. There is no statutory basis for 
such a rejection. If a claim limitation does not include the phrase 
“means for” or “step for,” the presumption is that applicant did not 
intend to invoke 35 U.S.C. § 112, 4 6 and the examiner will not 
treat the claim limitation under 35 U.S.C. § 112, 4 6. 


Comment 10: One comment stated that where the examiner has 
concluded that one skilled in the art would recognize what 
structure, material, or acts perform the function, it does not make 
sense to require that the applicant amend the specification to 
expressly recite what corresponding structure, material, or acts 
perform the function recited in a claim element. Furthermore, the 
commentor finds it even more troubling to have the examiner, at 
his option, state on the record what structure, material, or acts 
perform the claimed function since there is a danger of unfairly 
limiting the scope of the claims. 


Response: The USPTO disagrees with the comment. In B. Braun 
Medical, Inc. v. Abbott Lab., 124 F.3d 1419, 1424, 43 USPQ2d 
1896, 1900 (Fed. Cir. 1997) the Federal Circuit stated that 
“structure disclosed in the specification is ‘corresponding’ struc- 
ture only if the specification or prosecution history clearly links or 
associates that structure to the function recited in the claim. This 
duty to link or associate structure to function is the quid pro quo 
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for the convenience of employing Section 112, Para. 6.” It is 
important to have a clear prosecution history file record. 
See Warner-Jenkinson Co. v. Hilton Davis Chem. Co., 520 U.S. 


17, 41 USPQ2d 1865 (1997); York Prods., Inc. v. Central Tractor 
Farm & Family Ctr., 99 F.3d 1568, 1575, 40 USPQ2d 1619, 1624 
(Fed. Cir. 1996) (“the record before the Patent and Trademark 
Office is often of critical significance in determining the meaning 
of the claims”). 35 U.S.C. § 112, 4 6 states that “[a]n element in a 
claim for a combination may be expressed as a means or step for 
performing a specified function without the recital of structure, 
material, or acts in support thereof, and such claim shall be 
construed to cover the corresponding structure, material, or acts 
described in the specification and equivalents thereof” (emphasis 
added). If the disclosure implicitly sets forth the structure, mate- 
rial, or acts corresponding to a means-(or step-) plus-function 
claim limitation and the examiner concludes that one skilled in the 
art would recognize what structure, material, or acts perform the 
claimed function, the examiner may still require applicant, pursu- 
ant to 37 CFR 1.75 (d)(1), to clarify the record by amending the 
written description such that it expressly recites what structure, 
material, or acts perform the claimed function. If applicant chooses 
not to amend the written description to clarify the record, it is 
incumbent upon the examiner in exercising his or her responsibil- 
ity to see that the file history is as complete as is reasonably 
possible. The examiner may do so by stating on the record what 
structure, material, or acts perform the function recited in the 
means-plus-function limitation. If applicant disagrees with the 
examiner’s statement, applicant has the obligation to clarify the 
record by submitting a reply explaining the reasons why applicant 
disagrees with the statement made by the examiner 


Comment 11: One comment stated that “[t]o use the convenience 
of functional claim elements under Section 112(6), an applicant, 
therefore, must explicitly describe and link structure within the 
specification with the corresponding functional claim element.” 
The commentor further stated that the USPTO’s reliance on the 
very fact specific decision of In re Dossel, to permit applicant to 
implicitly set forth the structure corresponding to a means-plus- 
function limitation in the written description, is misplaced. The 
commentor suggested that the guidelines be modified to state that 
where the written description only implicitly or inherently sets 
forth the structure. material, or acts corresponding to a means-(or 
step-) plus-function, the examiner must require applicant to 
explicitly describe or link a structure within the specification to the 
corresponding functional claim element. 


Response: The comment has not been adopted. In a recent 
decision, Atime! Corp. v. Information Storage Devices Inc., 198 
F.3d 1374, 1379, 53 USPQ2d 1225, 1228 (Fed. Cir. 1999), the 
Federal Circuit stated that “the ‘one skilled in the art’ mode of 
analysis applies with equal force when determining whether a § 
112 4 6 means-plus-function limitation is sufficiently definite 
under § 112 4 2.” The court further stated that the interim 
supplemental examination guidelines published by the USPTO, 
which stated that the “disclosure of structure corresponding to a 
means-plus-function limitation may be implicit in the written 
description if it would have been clear to those skilled in the art 
what structure must perform the function recited in the means- 
plus-function limitation,” is consistent with the court’s holding in 
the case. In order to make the file record clear, the examiner 
should, pursuant to 37 CFR 1.75(d)(1), require applicant to amend 
the written description to expressly recite what structure, material, 
or acts perform the function recited in the claim or the examiner 
could state on the record what structure, material, or acts perform 
the function recited in the claim. 


Comment 12: One comment was directed to the process for 
making a prima facie case of equivalence of a prior art element. 
The commentor stated that even though this process is not 
superseded by these interim supplemental guidelines, the commen- 
tor is of the opinion that the process is inconsistent with the 
Federal Circuit ruling in In re Donaldson, 16 F.3d 1189, 29 
USPQ2d 1845 (Fed. Cir. 1994). In particular, the guidelines state 
that if the examiner finds that the prior art element performs the 
claimed function and is not excluded by any explicit definition 
provided in the specification for an equivalent, the examiner has 
met the prima facie case of equivalence. The commentor stated 
that this amounts to ignoring the means disclosed in the specifi- 
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cation contrary to Donaldson. The commentor suggested that the 
test for equivalents should be modified to require the examiner to 
provide a rationale for why the prior art element is an equivalent 
to the claimed means since such a rationale is necessary in order 
to make out a prima facie case of equivalence. 


Response: The comment has been adopted. The supplemental 
examination guidelines have been modified to state that if the 
examiner finds that (1) a prior art element performs the claimed 
function, (2) the prior art element is not excluded by any explicit 
definition provided in the specification for an equivalent, and (3) 
the prior art element is an equivalent, the examiner should provide 
an explanation and rationale in the Office action as to why the prior 
art element is an equivalent to the claimed means. Factors that will 
support a conclusion that the prior art element is an equivalent are: 


(1) the prior art element performs the identical function speci- 
fied in the claim in substantially the same way, and produces 
substantially the same results as the corresponding element dis- 
closed in the specification. Odetics, Inc. v. Storage Tech. Corp., 
185 F.3d 1259, 1267, 51 USPQ2d 1225, 1229-30 (Fed. Cir. 1999); 


(2) a person of ordinary skill in the art would have recognized 
the interchangeability of the element shown in the prior art for the 
corresponding element disclosed in the specification. Al-Site 
Corp.v. VSI Int'l, Inc., 174 F.3d 1308, 1316, 50 USPQ2d 1161, 
1165 (Fed. Cir. 1999); Chiuminatta Concrete Concepts, Inc. v. 
Cardinal Indus., 145 F.3d 1303, 1309, 46 USPQ2d 1752, 1757 
(Fed. Cir. 1998); Lockheed Aircraft Corp. v. United States, 553 
F.2d 69, 83, 193 USPQ 449, 461 (Ct. Cl. 1977); 


(3) there are insubstantial differences between the prior art 
element and the corresponding element disclosed in the specifica- 
tion. IMS Tech., Inc. v. Haas Automation, Inc., 206 F.3d 1422, 
1436, 54 USPQ2d 1129, 1138 (Fed. Cir. 2000); Valmont Indus. v. 
Reinke Mfg. Co., 983 F.2d 1039, 1043, 25 USPQ2d 1451, 1455 
(Fed. Cir. 1993); 


(4) the prior art element is a structural equivalent of the 
corresponding element disclosed in the specification. In re Bond, 
910 F.2d 831, 833, 15 USPQ2d 1566, 1568 (Fed. Cir. 1990). 


A showing of at least one of the above-noted factors by the 
examiner should be sufficient to support a conclusion that the prior 
art element is an equivalent of the means-(or step-) plus-function 
limitation. The examiner should then conclude that the claimed 
limitation is met by the prior art element. In addition to the 
conclusion that the prior art element is an equivalent, examiners 
should also demonstrate, where appropriate, why it would have 
been obvious to one of ordinary skill in the art at the time of the 
invention to substitute applicant’s described structure, material, or 
acts for that described in the prior art reference. See In re Brown, 
459 F.2d 531, 535, 173 USPQ 685, 688 (CCPA 1972).The burden 
then shifts to applicant to show that the prior art element is not an 
equivalent of the structure, material, or acts disclosed in the 
application. See In re Mulder, 716 F.2d 1542, 1549, 219 USPQ 
189, 196 (Fed. Cir. 1983). This three-step process is consistent 
with the requirement that the USPTO gives claims their broadest 
reasonable interpretation. See In re Donaldson Co., 16 F.3d 1189, 
1194, 29 USPQ2d 1845, 1850 (Fed. Cir. 1994) (stating that 35 
U.S.C. § 112.4 6 “merely sets a limit on how broadly the PTO may 
construe means-plus-function language under the rubric of ‘rea- 
sonable interpretation’”). The USPTO believes that this three-step 
process for making a prima facie case of equivalence is consistent 
with binding precedent of the Federal Circuit. 


Comment 13: One comment stated the USPTO does not have the 
authority to alter substantive law, and thus, the USPTO must either 
go to the Supreme Court or to Congress to obtain an amendment 
to 35 U.S.C. § 112, 4 6. 


Response: The suggestion has not been adopted. As noted in the 
response to comment 12 above, the USPTO believes that these 
supplemental examination guidelines are consistent with the Fed- 
eral Circuit's interpretation of 35 U.S.C. § 112, 4 6. 
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1. Supplemental Examination Guidelines for Claims Subject to 
35 U.S.C. § 112, | 6 


In February 1994, the Court of Appeals for the Federal Circuit 
(Federal Circuit) held in an en banc decision that “the “broadest 
reasonable interpretation’ that an examiner may give means-plus- 
function language is that statutorily mandated in [35 U.S.C. § 112, 
6]... [T]he PTO may not disregard the structure disclosed in the 
specification corresponding to such language when rendering a 
patentability determination.” In re Donaldson Co., 16 F.3d 1189, 
1194-95, 29 USPQ2d 1845, 1850 (Fed. Cir. 1994) (en banc). In 
May 1994, the United States Patent and Trademark Office 
(USPTO) issued guidelines implementing changes in examination 
practice in response to Donaldson. See Means or Step Plus 
Function Limitation Under 35 U.S.C. § 112, 46; Notice, 1162 Off. 
Gaz. Pat. Office 59 (May 17, 1994) (“1994 Guidelines”). 

The 1994 Guidelines note that there is no “magic” language that 
invokes 35 U.S.C. § 112, 4 6.' However, to establish uniformity to 
the extent possible, in view of the recent case law, and to make the 
prosecution record clearer, these guidelines supplement the 1994 
Guidelines in assisting examiners to determine when 35 U.S.C. § 
112, 4 6 should be applied. To the extent these supplemental 
guidelines are inconsistent with the 1994 Guidelines, the supple- 
mental guidelines are controlling. 

These supplemental examination guidelines are based on the 
Office’s current understanding of the law and are believed to be 
fully consistent with binding precedent of the Supreme Court, the 
Federal Circuit and the Federal Circuit’s predecessor courts. These 
supplemental examination guidelines do not constitute substantive 
rulemaking and hence do not have the force and effect of law. 

The USPTO must apply 35 U.S.C. § 112, 4 6 in appropriate 
cases, and give claims their broadest reasonable interpretation, in 
light of and consistent with the written description of the invention 
in the application.* Thus, a claim limitation will be interpreted to 
invoke 35 U.S.C. § 112, 4 6 if it meets the following 3-prong 
analysis: 


(1) the claim limitations must use the phrase “means for” or 
“step for”;* 


(2) the “means for” or “step for” must be modified by functional 
language;* and 


(3) the phrase “means for” or “step for” must not be modified by 
sufficient structure, material, or acts for achieving the specified 
function. 


With respect to the first prong of this analysis, a claim element 
that does not include the phrase “means for” or “step for” will not 
be considered to invoke 35 U.S.C. § 112, 4 6. If an applicant 
wishes to have the claim limitation treated under 35 U.S.C. § 112, 
{ 6, applicant must either (1) amend the claim to include the phrase 
“means for” or “step for” in accordance with these guidelines, or 
(2) show that even though the phrase “means for” or “step for” is 
not used, the claim limitation is written as a function to be 
performed and does not recite sufficient structure, material, or acts 
which would preclude application of 35 U.S.C. § 112, 4 6.° 

Accordingly, these supplemental examination guidelines pro- 
vide applicants with the opportunity to either invoke or not invoke 
35 U.S.C. § 112, 4 6 based upon a clear and simple set of criteria. 


II. Procedures for determining whether the written description 
adequately describes the corresponding structure, material, or 
acts necessary to support a claim limitation which invokes 35 
U.S.C. § 112, | 6 


If a claim limitation invokes 35 U.S.C. § 112, 4 6, it must be 
interpreted to cover the corresponding structure, material, or acts 
in the specification and “equivalents thereof.’ If the written 
description fails to set forth the supporting structure, material or 
acts corresponding to the means-(or step-) plus-function, the claim 
may not meet the requirement of 35 U.S.C. § 112, 4 2: 

Although [35 U.S.C. § 112, 4 6] statutorily provides that one 
may use means-plus-function language in a claim, one is still 
subject to the requirement that a claim “particularly point out and 
distinctly claim” the invention. Therefore, if one employs means- 
plus-function language in a claim, one must set forth in the 
specification an adequate disclosure showing what is meant by that 
language. If an applicant fails to set forth an adequate disclosure, 
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the applicant has in effect failed to particularly point out and 
distinctly claim the invention as required by [35 U.S.C. § 112, { 
2). 

Whether a claim reciting an element in means-(or step-) 
plus-function language fails to comply with 35 U.S.C. § 112, 4 2 
because the specification does not disclose adequate structure (or 
material or acts) for performing the recited function is closely 
related to the question of whether the specification meets the 
description requirement in 35 U.S.C. § 112, | 1.” However, 35 
U.S.C. § 112, ¢ 6 does not impose any requirements in addition to 
those imposed by 35 U.S.C. § 112, ¢ 1.'° Conversely, the 
invocation of 35 U.S.C. § 112, 4 6 does not exempt an applicant 
from compliance with 35 U.S.C. § 112, 4 1 and 2."' 

Under certain limited circumstances, the written description 
does not have to explicitly describe the structure (or material or 
acts) corresponding to a means-(or step-) plus-function limitation 
to particularly point out and distinctly claim the invention as 
required by 35 U.S.C. § 112, 4 2.'? Rather, disclosure of structure 
corresponding to a means-plus-function limitation may be implicit 
in the written description if it would have been clear to those 
skilled in the art what structure must perform the function recited 
in the means-plus-function limitation. 13 However, the claims must 
still be analyzed to determine whether there exists corresponding 
adequate support for such claim under 35 U.S.C. § 112, q 1.'* 

Therefore, a means-(or step-) plus-function claim limitation 
satisfies 35 U.S.C. § 112, 4 2 if: (1) the written description links or 
associates particular structure, material, or acts to the function 
recited in a means-(or step-) plus-function claim limitation; or (2) 
it is clear based on the disclosure in the application that one skilled 
in the art would have known what structure, material, or acts 
perform the function recited in a means-(or step-) plus-function 
limitation. 

37 CFR 1.75(d)(1) provides, in part, that “the terms and phrases 
used in the claims must find clear support or antecedent basis in 
the description so that the meaning of the terms in the claims may 
be ascertainable by reference to the description.” In the situation in 
which the written description only implicitly or inherently sets 
forth the structure, material, or acts corresponding to a means-(or 
step-) plus-function, and the examiner concludes that one skilled in 
the art would recognize what structure, material, or acts perform 
the function recited in a means-(or step-) plus- function, the 
examiner should either (1) have the applicant clarify the record by 
amending the written description such that it expressly recites 
what structure, material, or acts perform the function recited in the 
claim element'® or (2) state on the record what structure, material, 
or acts perform the function recited in the means-(or step-) 
plus-function limitation. 


Ill. Making a Prima Facie Case of 35 U.S.C. § 112, { 6 
Equivalence 


If the examiner finds that a prior art element (1) performs the 
function specified in the claim, (2) is not excluded by any explicit 
definition provided in the specification for an equivalent, and (3) is 
an equivalent of the means-(or step-) plus-function limitation, the 
examiner should provide an explanation and rationale in the Office 
action as to why the prior art element is an equivalent. Factors that 
will support a conclusion that the prior art element is an equivalent 
are: 


(1) the prior art element performs the identical function speci- 
fied in the claim in substantially the same way, and produces 
substantially the same results as the corresponding element dis- 
closed in the specification;'® 


(2) a person of ordinary skill in the art would have recognized 
the interchangeability of the element shown in the prior art for the 
corresponding element disclosed in the specification;'’ 


(3) there are insubstantial differences between the prior art 
element and the corresponding element disclosed in the specifica- 
: 18 
tion; 


(4) the prior art element is a structural equivalent of the 
corresponding element disclosed in the specification.'? 


A showing of at least one of the above-noted factors by the 
examiner should be sufficient to support a conclusion that the prior 
art element is an equivalent. The examiner should then conclude 
that the claimed limitation is met by the prior art element. In 
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addition to the conclusion that the prior art element is an 
equivalent, examiners should also demonstrate, where appropriate, 
why it would have been obvious to one of ordinary skill in the art 
at the time of the invention to substitute applicant’s described 
structure, material, or acts for that described in the prior art 
reference. See In re Brown, 459 F.2d 531, 535, 173 USPQ 685, 
688 (CCPA 1972).The burden then shifts to applicant to show that 
the prior art element is not an equivalent of the structure, material, 
or acts disclosed in the application. See In re Mulder, 716 F.2d 
1542, 1549, 219 USPQ 189, 196 (Fed. Cir. 1983). 

To the extent that the three-step process for making a prima 
facie case of equivalence of a prior art element during ex_parte 
examination set forth in these supplemental examination guide- 
lines is inconsistent with the 1994 Guidelines, the supplemental 
examination guidelines control. The supplemental examination 
guidelines are consistent with the requirement that the USPTO 
give claims their broadest reasonable interpretation.”° The speci- 
fication need not describe the equivalents of the structures, 
material, or acts corresponding to the means-(or step-) plus- 
function claim element.*' Where, however, the specification is 
silent as to what constitutes equivalents and the examiner has 
made out a prima facie case of equivalence, the burden is placed 
upon the applicant to show that a prior art element which performs 
the claimed function is not an equivalent of the structure, material, 
or acts disclosed in the specification.” 


Endnotes 
1. See 1994 Guidelines at 59. 


2. See In re Donaldson Co., 16 F.3d 1189, 1194, 29 USPQ2d 1845, 
1850 (Fed. Cir. 1994) (in banc) (stating that 35 U.S.C. § 112,46 
“merely sets a limit on how broadly the PTO may construe 
means-plus-function language under the rubric of ‘reasonable 
interpretation’”). The Federal Circuit has held that applicants (and 
reexamination patentees) before the USPTO have the opportunity 
and the obligation to define their inventions precisely during 
proceedings before the PTO. See In re Morris, 127 F.3d 1048, 
1056-57, 44 USPQ2d 1023, 1029-30 (Fed. Cir. 1997)(35 U.S.C. § 
112, 2 places the burden of precise claim drafting on the 
applicant); In re Zletz, 893 F.2d 319, 322, 13 USPQ2d 1320, 1322 
(Fed. Cir. 1989)(manner of claim interpretation that is used by 
courts in litigation is not the manner of claim interpretation that is 
applicable during prosecution of a pending application before the 
PTO); Sage Prods., Inc. v. Devon Indus., Inc., 126 F.3d 1420, 
1425, 44 USPQ2d 1103, 1107 (Fed. Cir. 1997) (patentee who had 
a clear opportunity to negotiate broader claims during prosecution 
but did not do so, may not seek to expand the claims through the 
doctrine of equivalents, for it is the patentee, not the public, who 
must bear the cost of its failure to seek protection for this 
foreseeable alteration of its claimed structure). Thus, applicants 
and reexamination patentees before the USPTO have an opportu- 
nity and obligation to specify, consistent with these supplemental 
guidelines, when a claim limitation invokes 35 U.S.C. § 112, 4 6. 


3. Cf. Seal-Flex, Inc. v. Athletic Track and Court Constr., 172 F.3d 
836, 849-50, 50 USPQ2d 1225, 1233-34 (Fed. Cir. 1999) (Rader, 
J., concurring) (use of the phrase “step for” in a method claim 
raises a presumption that 35 U.S.C. § 112, ¢ 6 applies, whereas, 
use of the word “step” by itself or the phrase “step of” does not 
invoke a presumption that 35 U.S.C. § 112. 4 6 applies); Ethicon, 
Inc. v. United States Surgical Corp., 135 F.3d 1456, 1463, 45 
USPQ2d 1545, 1550 (Fed. Cir. 1998), cert. denied, 525 U.S. 923 
(1998) (“use of the word ‘means’ gives rise to ‘a presumption that 
the inventor used the term advisedly to invoke the statutory 
mandates for means-plus-function clauses”); O.1. Corp. v. Tek- 
mar, 115 F.3d 1576, 1583, 42 USPQ2d 1777, 1782 (Fed. Cir. 1997) 
(method claim that paralleled means-plus-function apparatus claim 
but lacked “step for” language did not invoke 35 U.S.C. § 112, 4 
6). Thus, absent an express recitation of “means for” or “step for” 
in the limitation, the broadest reasonable interpretation will not be 
limited to “corresponding structure . . . and equivalents thereof.” 
Cf. Morris, 127 F.3d at 1055, 44 USPQ2d at 1028 (“no comparable 
mandate in the patent statute that relates the claim scope of non-§ 
112 { 6 claims to particular matter found in the specification”). 


4. See York Prods., Inc. v. Central Tractor Farm & Family Ctr., 99 
F.3d 1568, 1574, 40 USPQ2d 1619, 1624 (Fed. Cir. 1996) (holding 
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that a claim limitation containing the term “means” does not 
invoke 35 U.S.C. § 112, 4 6 if the claim limitation does not link the 
term “means” to a specific function). 


5. See Seal-Flex, 172 F.3d at 849, 50 USPQ2d at 1234 (Rader, J., 
concurring) (“Even when a claim element uses language that 
generally falls under the step-plus-function format, however, § 112 
{ 6 still does not apply when the claim limitation itself recites 
sufficient acts for performing the specified function”). Cf. Rodime 
PLC v. Seagate Tech., Inc., 174 F.3d 1294, 1303-04, 50 USPQ2d 
1429, 1435-36 (Fed. Cir. 1999) (holding “positioning means for 
moving” does not invoke 35 U.S.C. § 112, 4 6 because the claim 
further provides a list of the structure underlying the means and the 
detailed recitation of the structure for performing the moving 
function removes this element from the purview of 35 U.S.C. § 
112, 4 6); Cole v. Kimberly- Clark Corp., 102 F.3d 524, 531, 41 
USPQ2d 1001, 1006 (Fed. Cir. 1996) (holding “perforation 
means.for tearing” does not invoke 35 U.S.C. § 112, 4 6 because 
the claim describes the structure supporting the tearing function 
(i.e., perforation)). In other cases, the Federal Circuit has held 
otherwise. See Unidynamics Corp. v. Automatic Prod. Int'l, 157 
F.3d 1311, 1319, 48 USPQ2d 1099, 1104 (Fed. Cir. 1998) (holding 
“spring means” does invoke 35 U.S.C. § 112, 4 6). During 
examination, however, applicants have the opportunity and the 
obligation to define their inventions precisely, including whether a 
claim limitation invokes 35 U.S.C. § 112, 4 6. Thus, if the phrase 
“means for” or “step for” is modified by sufficient structure, 
material, or acts for achieving the specified function, the USPTO 
will not apply 35 U.S.C. § 112, 4 6 until such modifying language 
is deleted from the claim limitation. See also supra note 1. 


6. While traditional “means for” or “step for” language does not 
automatically make an element a means-(or step-) plus-function 
element, conversely, lack of such language does not necessarily 
prevent a limitation from being construed as a means-(or step-) 
plus-function limitation. See Signtech USA, Ltd. v. Vutek, Inc., 
174 F.3d 1352, 1356-57, 50 USPQ2d 1372, 1374-75 (Fed. Cir. 
1999) (“ink delivery means positioned on.” invokes 35 U.S.C. § 
112, 4 6 since the phrase “ink delivery means” is equivalent to 
“means for ink delivery”); Al-Site Corp. v. VSI Int'l, Inc., 174 F.3d 
1308, 1317-19, 50 USPQ2d 1161, 1166-67 (Fed. Cir. 1999) 
(although the claim elements “eyeglass hanger member” and 
“eyeglass contacting member” include a function, these claim 
elements do not invoke 35 U.S.C. § 112, 4 6 because the claims 
themselves contain sufficient structural limitations for performing 
those functions); Seal-Flex, 172 F.3d at 849, 50 USPQ2d at 1234 
(Rader, J., concurring) (“claim elements without express step-plus- 
function language may nevertheless fall within § 112 4 6 if they 
merely claim the underlying function without recitation of acts for 
performing that function . . . In general terms, the ‘underlying 
function’ of a method claim element corresponds to what that 
element ultimately accomplishes in relationship to what the other 
elements of the claim and the claim as a whole accomplish. *Acts,” 
on the other hand, correspond to how the function is accom- 
plished.); Personalized Media Communications LLC v. ITC, 161 
F.3d 696, 703-04, 48 USPQ2d 1880, 1886-87 (Fed. Cir. 1998); 
Mas-Hamilton Group v. LaGard, Inc., 156 F.3d 1206, 1213, 48 
USPQ2d 1010, 1016 (Fed. Cir. 1998) (“lever moving element for 
moving the lever” and “movable link member for holding the 
lever.and for releasing the lever” were construed as means-plus- 
function limitations invoking 35 U.S.C. § 112, 4 6 since the 
claimed limitations were described in terms of their function, not 
their mechanical structure). 


7. See 35 U.S.C. § 112, 4 6. See also B. Braun Medical, Inc. v. 
Abbott Lab., 124 F.3d 1419, 1424, 43 USPQ2d 1896, 1899 (Fed. 
Cir. 1997). 


8. See Donaldson, 16 F.3d at 1195, 29 USPQ2d at 1850; see also 
B. Braun Medical, 124 F.3d at 1425, 43 USPQ2d at 1900; and In 
re Dossel, 115 F.3d 942, 946, 42 USPQ2d 1881, 1884-85 (Fed. Cir. 
1997). 


9. See In re Noll, 545 F.2d 141, 149, 191 USPQ 721, 727 (CCPA 
1976) (unless the means-plus-function language is itself unclear, a 
claim limitation written in means-plus-function language meets 
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U.S.C. § 112, 4 1). 


10. See In re Knowlton, 481 F.2d 1357, 1366, 178 USPQ 486, 
492-93 (CCPA 1973). 


11. See Donaldson, 16 F.3d at 1195, 29 USPQ2d at 
Knowlton, 481 F.2d at 1366, 178 USPQ at 493. 


1850; 
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1991). 


13. See Atmel Corp. v. Information Storage Devices Inc., 198 F.3d 
1374, 1379, 53 USPQ2d 1225, 1228 (Fed. Cir. 1999) (stating that 
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performs complex mathematical computations and outputs the 
results to a display must be implemented by or on a general or 
special purpose computer (although it is not clear why the written 
description does not simply state ‘computer’ or some equivalent 
phrase.)”). 


14. In considering whether there is 35 U.S.C. § 112, 4 1 support for 
the claim limitation, the examiner must consider not only the 
original disclosure contained in the summary and detailed descrip- 
tion of the invention portions of the specification, but also the 
original claims, abstract, and drawings. See In re Mott, 539 F.2d 
1291, 1299, 190 USPQ 536, 542-43 (CCPA 1976) (claims); In re 
Anderson, 471 F.2d 1237, 1240, 176 USPQ 331, 333 (CCPA 1973) 
(claims); Hill-Rom Co. v. Kinetic Concepts, Inc., 54 USPQ2d 
1437 (Fed. Cir. 2000) (abstract); In re Armbruster, 512 F.2d 676, 
678-79, 185 USPQ 152, 153-54 (CCPA 1975) (abstract); Ander- 
son, 471 F.2d at 1240, 176 USPQ at 333 (abstract); Vas-Cath Inc. 
v. Mahurkar, 935 F.2d 1555, 1564, 19 USPQ2d 1111, 1117 (Fed. 
Cir. 1991) (drawings); In re Wolfensperger, 302 F.2d 950, 955-57, 
133 USPQ 537, 541-43 (CCPA 1962) (drawings). 


15. Even if the disclosure implicitly sets forth the structure, 
material, or acts corresponding to a means-(or step-) plus-function 
claim element in compliance with 35 U.S.C. § 112, (9 1 and 2, the 
USPTO may still require the applicant to amend the specification 
pursuant to 37 CFR 1.75(d) and MPEP 608.01(0) to explicitly 
state, with reference to the terms and phrases of the claim element, 
what structure, material, or acts perform the function recited in the 
claim element. See 35 U.S.C. § 112, 4 6 (“An element in a claim 
for a combination may be expressed as a means or step for 
performing a specified function without the recital of structure, 
material, or acts in support thereof, and such claim shall be 
construed to cover the corresponding structure, material, or acts 
described in the specification and equivalents thereof.” (emphasis 
added)); see also B. Braun Medical, 124 F.3d at 1424, 43 USPQ2d 
at 1900 (holding that “pursuant to this provision [35 U.S.C. § 112, 
{ 6], structure disclosed in the specification is ‘corresponding’ 
structure only if the specification or prosecution history clearly 
links or associates that structure to the function recited in the 
claim. This duty to link or associate structure to function is the 
quid pro quo for the convenience of employing 112, paragraph 
6.”); Wolfensperger, 302 F.2d at 955, 133 USPQ at 542 (just 
because the disclosure provides support for a claim element does 
not mean that the USPTO cannot enforce its requirement that the 
terms and phrases used in the claims find clear support or 
antecedent basis in the written description). 
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Means Or Step Plus Function Limitation 
Under 35 U.S.C. § 112, 6th Paragraph 


(111) 


The following guidelines have been distributed to patent exam- 
iners for guidance on examining practice and procedure relating to 
limitations falling under 35 U.S.C. § 112, 6th paragraph, after /n re 
Donaldson, 29 USPQ2d 1845 (Fed. Cir.1994). These guidelines 
will be incorporated into the Manual of Patent Examining Proce- 
dure. 


April 20, 1994 CHARLES E. VAN HORN 


Patent Policy and Projects Administrator 


Examination Guidelines For Claims 
Reciting A “Means or Step Plus Function”Limitation 
In Accordance With 35 U.S.C. § 112, 6th Paragraph 


The purpose of this memo is to set forth guidelines for the 
examination of § 112, 6th paragraph “means or step plus function” 
limitations in a claim. The court of Appeals for the Federal Circuit, 
in its en banc decision /n re Donaldson, 29 USPQ2d 1845 (Fed. 
Cir. 1994), decided that a “means-or-step-plus-function” limitation 
should be interpreted in a manner different than patent examining 
practice has dictated for at least the last forty-two years. The 
Donaldson decision affects only the manner in which the scope of 
a “means or step plus function” limitation in accordance with § 
112, 6th paragraph, is interpreted during examination. Donaldson 
does not directly affect the manner in which any other section of 
the patent statutes is interpreted or applied. When making a 
determination of patentability under 35 U.S.C. §§ 102 or 103, past 
practice was to interpret a “means or step plus function” limitation 
by giving it the “broadest reasonable interpretation.” Under the 
PTO’s long-standing practice this meant interpreting such a 
limitation as reading on any prior art means or step which 
performed the function specified in the claim without regard for 
whether the prior art means or step was equivalent to the 
corresponding structure, material or acts described in the specifi- 
cation. However, in Donaldson the Federal Circuit stated that: Per 
our holding, the “broadest reasonable interpretation” that an 
examiner may give means-plus-function language is that statuto- 
rily mandated in paragraph six. Accordingly, the PTO may not 
disregard the structure disclosed in the specification corresponding 
to such language when rendering a patent ability determination.’ 
Thus, effective immediately, examiners shall interpret a § 112, 6th 
paragraph “means or step plus function” limitation in a claim as 
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limited to the corresponding structure, materials or acts described 
in the specification and equivalents thereof in accordance with the 
following guidelines. 


I. Identifying a § 112, 6th paragraph limitation 


Although there is no magic language that must appear in a claim 
in order for it to fall within the scope of § 112, 6th paragraph, it 
must be clear that the element in the claim is set forth, at least in 
part, by the function it performs as opposed to the specific 
structure, material, or acts that perform the function. Limitations 
that fall within the scope of § 112, 6th paragraph include: 

(1) a jet driving device so constructed and located on the rotor 
as to drive the rotor . . .? [“means” unnecessary] 

(2) “printing means” and “means for printing” would have the 
same connotations* 

(3) force generating means adapted to provide . . .* 

(4) call cost register means, including a digital display for 
providing a substantially instantaneous display for . . .° 

(5) reducing the coefficient of friction of the resulting film® [step 
plus function; “step” unnecessary], and 

(6) raising the Ph of the resultant pulp to about 5.0 to precipitate 


In the event that it is unclear whether the claim limitation falls 
within the scope of § 112, 6th paragraph, a rejection under § 112, 
2d paragraph may be appropriate. Donaldson does not affect the 
holding of in re Hyatt, 708 F.2d 712, 218 USPQ 195 (Fed. Cir. 
1983) to the effect that a single means claim does not comply with 
the enablement requirement of § 112, first paragraph. As Donald- 
son applies only to an interpretation of a limitation drafted to 
correspond to § 112, 6th paragraph, which by its terms is limited 
to “an element in a claim to a combination,” it does not affect a 
limitation in a claim which is not directed to a combination. 


II. Examining procedure 


A. Scope of the Search and Identification of the Prior Art 


As noted above, in Donaldson the Federal Circuit recognized 
that it is important to retain the principle that claim language 
should be given its broadest reasonable interpretation. This prin- 
ciple is important because it helps insure that the statutory 
presumption of validity attributed to each claim of an issued patent 
is warranted by the search and examination conducted by the 
examiner. It is also important from the standpoint that the scope of 
protection afforded by patents issued prior to Donaldson are not 
unnecessarily limited by the latest interpretation of this statutory 
provision. Finally, it is important from the standpoint of avoiding 
the necessity for a patent specification to become a catalogue of 
existing technology.® 

The Donaldson decision thus does not substantially alter exam- 
ining practice and procedure relative to the scope of the search. 
Both before and after Donaldson, the application of a prior art 
reference to a means or step plus function limitation requires that 
the prior art element perform the identical function specified in the 
claim. However, if a prior art reference teaches identity of function 
to that specified in a claim, then under Donaldson an examiner 
carries the initial burden of proof for showing that the prior art 
structure or step is the same as or equivalent to the structure, 
material, or acts described in the specification which has been 
identified as corresponding to the claimed means or step plus 
function. 

The “means or step plus function” limitation should be inter- 
preted in a manner consistent with the specification disclosure. If 
the specification defines what is meant by the limitation for the 
purposes of the claimed invention, the examiner should interpret 
the limitation as having that meaning. If no definition is provided, 
some judgment must be exercised in determining the scope of the 
limitation. 


B. Making a prima facie case of equivalence 


If the examiner finds that a pnor art element performs the 
function specified in the claim, and is not excluded by any explicit 
definition provided in the specification for an equivalent, the 
examiner should infer from that finding that the prior art element 
is an equivalent, and should then conclude that the claimed 
limitation is anticipated by the prior art element. The burden then 
shifts to applicant’ to show that the element shown in the prior art 
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is not an equivalent of the structure, material or acts disclosed in 
the application. /n re Mulder, 716 F.2d 1542, 219 USPQ 189 (Fed. 
Cir. 1983).'° The factors to be considered when determining 
whether the applicant has successfully met the burden of proving 
that the prior art element is not equivalent to the structure, material 
or acts described in the applicant’s specification are discussed 
below. 

However, even where the applicant has met that burden of proof 
and has shown that the prior art element is not equivalent to the 
structure, material or acts described in the applicant’s specifica- 
tion, the examiner must still make a § 103 analysis to determine if 
the claimed means or step plus function is obvious from the prior 
art to one of ordinary skill in the art. Thus, while a finding of 
non-equivalence prevents a prior art element from anticipating a 
means or step plus function limitation in a claim, it does not 
prevent the prior art element from rendering the claim limitation 
obvious to one of ordinary skill in the art. 

Because the exact scope of an “equivalent” may be uncertain, it 
would be appropriate to apply a § 102/§ 103 rejection where the 
balance of the claim limitations are anticipated by the prior art 
relied on.'' In addition, although it is normally the best practice to 
rely on only the best prior art references in rejecting a claim, 
alternative grounds of rejection may be appropriate where the prior 
art shows elements that are different from each other, and different 
from the specific structure, material or acts described in the 
specification, yet perform the function specified in the claim. 


C. Determining whether an applicant has met the burden of 


provingnon-equivalence after a prima facie case is made 


If the applicant disagrees with the inference of equivalence 
drawn from a prior art reference, the applicant may provide 
reasons why the applicant believes the prior art element should not 
be considered an equivalent to the specific structure, material or 
acts disclosed in the specification. Such reasons may include, but 
are not limited to: 1) teachings in the specification that particular 
prior art is not equivalent, 2) teachings in the prior art reference 
itself that may tend to show non-equivalence, or 3) Rule 132 
affidavit evidence of facts tending to show non-equivalence. 

When the applicant relies on teachings in applicant's own 
specification, the examiner must make sure that the applicant is 
interpreting the “means or step plus function” limitation in the 
claim in a manner which is consistent with the disclosure in the 
specification. If the specification defines what is meant by “equiva- 
lents” to the disclosed embodiments for the purpose of the claimed 
means or step plus function, the examiner should interpret the 
limitation as having that meaning. If no definition is provided, 
some judgment must be exercised in determining the scope of 
“equivalents.” Generally, an “equivalent” is interpreted as embrac- 
ing more than the specific elements described in the specification 
for performing the specified function,'? but less than any element 
that performs the function specified in the claim. 

The scope of equivalents embraced by a claim limitation is 
dependent on the interpretation of an “equivalent.” The interpre- 
tation will vary depending on how the element is described in the 
supporting specification. The claim may or may not be limited to 
particular structure, material or acts (e.g. steps) as opposed to any 
and all structure, material or acts performing the claimed function, 
depending on how the specification treats that question. 

If the disclosure is so broad as to encompass any and all 
structure, material or acts for performing the claimed function, the 
claims must be read accordingly when determining patentability. 
When this happens the limitation otherwise provided by “equiva- 
lents” ceases to be a limitation on the scope of the claim in that an 
equivalent would be any structure, material or act other than the 
ones described in the specification that perform the claimed 
function. For example, this situation will often be found in cases 
where (1) the claimed invention is a combination of elements, one 
or more of which are selected from elements that are old per se, or 
(2) apparatus claims are treated as indistinguishable from method 
claims.'* 

On the other end of the spectrum, the “equivalents” limitation as 
applied to a claim may also operate to constrict the claim scope to 
the point of covering virtually only the disclosed embodiments. 
This can happen in circumstances where the specification de- 
scribes the invention only in the context of a specific structure, 
material or act that is used to perform the function specified in the 
claim. 
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When deciding whether an applicant has met the burden of 
proof with respect to showing non-equivalence of a prior art 
element that performs the claimed function, the following factors 
may be considered. First, unless an element performs the identical 
function specified in the claim, it cannot be an equivalent for the 
purposes of § 112, 6th paragraph.'* 

Second, while there is no litmus test for an “equivalent” that can 
be applied with absolute certainty and predictability, there are 
several indicia that are sufficient to support a conclusion that one 
element is or is not an “equivalent” of a different element in the 
coniext of § 112, 6th paragraph. Among the indicia that will 
support a conclusion that one element is or is not equivalent of 
another are: 

1) Whether the prior art element performs the function specified 
in the claim in substantially the same way, and produces substan- 
tially the same results as the corresponding element disclosed in 
the specification.'* 

2) Whether a person of ordinary skill in the art would have 
recognized the interchangeability of the element shown in the prior 
art for the corresponding element disclosed in the specification. '° 

3) Whether the prior art element is a structural equivalent of the 
corresponding element disclosed in the specification being exam- 
ined.'’ That is, the prior art element performs the function 
specified in the claim in substantially the same manner as the 
function is performed by the corresponding element described in 
the specification. 

4) Whether the structure, material or acts disclosed in the 
specification represents an insubstantial change which adds noth- 
ing of significance to the prior art element.'* 

These examples are not intended to be an exhaustive list of the 
indicia that would support a finding that one element is or is not an 
equivalent of another element for the purposes of § 112, 6th 
paragraph. A finding according to any of the above examples 
would represent a sufficient, but not the only possible, basis to 
support a conclusion that an element is or is not an equivalent. 
There could be other indicia that also would support the conclu- 
sion. 

In determining whether arguments or Rule 132 evidence pre- 
sented by an applicant are persuasive that the element shown in the 
prior art is not an equivalent, the examiner should consider and 
weigh as many of the above-indicated or other indicia as are 
presented by applicant, and should determine whether, on balance, 
the applicant has met the burden of proof to show non-equiva- 
lence. However, under no circumstance should an examiner accept 
as persuasive a bare statement or opinion that the element shown 
in the prior art is not an equivalent embraced by the claim 
limitation. Moreover, if an applicant argues that the “means” or 
“step” plus function language in a claim is limited to certain 
specific structural or additional functional characteristics (as op- 
posed to “equivalents” thereof) where the specification does not 
describe the invention as being only those specific characteristics, 
the claim should not be allowed until the claim is amended to 
recite those specific structural or additional functional character- 
istics.'* 

Finally, as in the past, applicant has the opportunity during 
proceedings before the Office to amend the claims so that the 
claimed invention meets all the statutory criteria for patentability. 
An applicant may choose to amend the claim by further limiting 
the function so that there is no longer identity of function with that 
taught by the prior art element, or the applicant may choose to 
replace the claimed means plus function limitation with specific 
structure material or acts that are not described in the prior art. 


D. Related issues under Section § 112, first or secondparagraphs 


The Donaldson decision may create some uncertainty as to what 
applicant regards as the invention. If this issue arises, it should be 
addressed in a rejection under § 112, 2d paragraph. While § 112, 
6th paragraph permits a particular form of claim limitation, it 
cannot be read as creating an exception either to the description, 
enablement or best mode requirements of the paragraph or the 
definiteness requirement of the 2d paragraph of § 112. In re 
Knowlton, 481 F.2d 1357, 178 USPQ 486 (CCPA 1973). 

If a “means or step plus function” limitation recited in a claim 
is not supported by corresponding structure, material or acts in the 
specification disclosure, the following rejections should be con- 
sidered: (1) under § 112, Ist paragraph, as not being supported by 
an enabling disclosure because the person skilled in the art would 
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not know how to make and use the invention without a description 
of elements to perform the function;?? (2) under § 112, 2d 
paragraph, as being indefinite because the element or step is not 
defined in the specification by corresponding structure, material or 
acts; and (3) under §§ 102 or 103 where the prior art anticipates or 
renders obvious the claimed subject matter including the means or 
step that performs the function specified in the claim. [Theory: 
since there is no corresponding structure, etc. in the specification 
to limit the means or step plus function limitation, an equivalent is 
any element that performs the specified function]. 


Ill. Avoid confusion with the doctrine of equivalents 


An “equivalent” for the purposes of § 112, 6th paragraph, 
should not be confused with the doctrine of equivalents. The 
doctrine of equivalents, most often associated with Graver Tank & 
Mfg. Co. v. Linde Air Products, 339 U.S. 605, 85 USPQ 328 
(1950), is sometimes applied to do equity among the parties before 
the court in an infringement action involving an issued patent. The 
doctrine typically involves a three-part inquiry - whether an 
accused device performs substantially the same function, in 
substantially the same way, to obtain substantially the same result 
as the claimed invention.Section § 112, 6th paragraph limits the 
scope of the broad language of “means or step plus function” 
limitations, in a claim to a combination, to the structures, materials 
and acts described in the specification and equivalents thereof. The 
doctrine of equivalents equitably expands exclusive patent rights 
beyond the literal scope of a claim.*! Accordingly, decisions 
involving the doctrine of equivalents should not unduly influence 
a determination under § 112, 6th paragraph during ex parte 
examination. 


'In re Donaldson, 29 USPQ2d 1845, 1850 (Fed. Cir. 1994). 


The term “device” coupled with a function is a proper definition 
of structure in accordance with the last paragraph of § 112. The 
addition of the words “jet driving” to the term “device” merely 
renders the latter more definite and specific. Ex partes Stanley, 121 
USPQ 621 (Bd. App. 1958). 


*Ex parte Klumb, 159 USPQ 694 (Bd. App. 1967). However, the 
terms “plate” and “wing”, as modifiers for the structureless term 
“means”, specify no function to be performed, and do not fall 
under the last paragraph of § 112. 


*De Graffereid v. U.S., 20 Ct. Cl. 458, 16 USPQ2d 1321 (Ct. Cl. 
1990) 


*Intellicall Inc. v. Phonometrics, Inc, 952 F.2d 1384, 21 USPQ2d 
1383 (Fed. Cir. 1992). 


°In re Roberts, 470 F.2d 1399, 176 USPQ 313 (CCPA 1973). 
7Ex parte Zimmerley, 153 USPQ 367 (Bd. App. 1966). 


*A patent specification need not teach, and preferably omits, what 
is well known in the art. Hybritech Inc. v. Monoclonal Antibodies. 
Inc., 802 F.2d 1367, 1384, 231 USPQ 81, 94 (Fed. Cir. 1986). 


°No further analysis of equivalents is required of the examiner 
until applicant disagrees with the examiner’s conclusion, and 
provides reasons why the prior art element should not be consid- 
ered an equivalent. 


'°See also, In re Walter, 618 F.2d at 768, 205 USPQ at 407-08, (a 
case treating § 112, 6th paragraph, in the context of a determina- 
tion of statutory subject matter and noting “If the functionally- 
defined disclosed means and their equivalents are so broad that 
they encompass any and every means for performing the recited 
functions . . . the burden must be placed on the applicant to 
demonstrate that the claims are truly drawn to specific apparatus 
distinct from other apparatus capable of performing the identical 
functions”); In re Swinehart, 439 F.2d 210, 212-13, 169 USPQ 
226, 229 (C.C.P.A. 197]) (a case in which the CCPA treated as 
improper a rejection under § 112, 2d paragraph, of functional 
language, but noted that “where the Patent Office has reason to 
believe that a functional limitation asserted to be critical for 
establishing novelty in the claimed subject matter may, in fact, be 
an inherent characteristic of the prior art, it possesses the authority 
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to require the applicant to prove that the subject matter shown to 
be in the prior art does not possess the characteristics relied on’); 
and /n re Fitzgerald, 619 F.2d 67, 205 USPQ 594 (CCPA 1980) (a 
case indicating that the burden of proof can be shifted to the 
applicant to show that the subject matter of the prior art does not 
possess the characteristic relied on whether the rejection is based 
on inherency under 102 or obviousness under 103). 


''A similar approach is authorized in the case of product-by- 
process claims because the exact identity of the claimed product or 
the prior art product cannot be determined by the examiner. /n re 
Brown, 450 F.2d 531, 173 USPQ 685 (CCPA 1972). 


'2To interpret “means plus function” limitations as limited to a 
particular means set forth in the specification would nullify the 
provisions of § 112 requiring that the limitation shall be construed 
to cover the structure described in the specification and equivalents 
thereof. D.M.1., Inc. v. Deere & Co., 755 F.2d 1570, 1574, 225 
USPQ 236, 238 (Fed. Cir. 1985). 


'3See, for example, In re Meyer, 688 F.2d 789, 215 USPQ 193 
(1982); In re Abele, 618 F.2d at 768, 205 USPQ at 407-08; In re 
Walter, 618 F.2d 758, 767, 205 USPQ 397, 406-07 (C.C.P.A. 
1980); Jn re Maucorps, 609 F.2d 481, 203 USPQ 812 (C.C.P.A. 
1979); In re Johnson, 589 F.2d 1070, 200 USPQ 199 (C.C.P.A. 
1978); and In re Freeman, 573 F-2d at 1246, 197 USPQ at 471. 


'*Pennwalt Corp. v. Durand-Wayland, Inc., 833 F.2d 931, 4 
USPQ2d 1737 (Fed. Cir 1987), cert. denied, 484 U.S. 961 (1988). 


'S Lockheed Aircraft Corporation vy. United States, 193 USPQ 449, 
461 (Ct. Cl. 1977). Graver Tank concepts of equivalents are 
relevant to any “equivalents” determination. Polumbo v. Don-Joy 
Co., 762 F.2d 969, 975, n. 4, 226 USPQ 5, 8-9, n. 4 (Fed. Cir. 
1985). 


‘Lockheed Aircraft Corporation v. United States, 193 USPQ 449, 
461 (Ct. cl. 1977). Data Line corp. v. Micro Technologies, Inc., 
813 F.2d 1196, 1 USPQ2d 2052 (Fed. Cir. 1987). 


'7In re Bond, 910 F.2d 831, 15 USPQ2d 1566 (Fed. Cir. 1990). 


'SValmont Industries. Inc. v. Reinke Manufacturing Co. Inc., 983 
F.2d 1039, 25 USPQ2d 1451 (Fed. Cir. 1993). 


'°Otherwise, a claim could be allowed having broad functional 
language which in reality is limited to only the specific structure or 
steps disclosed in the specification. This would be contrary to 
public policy of granting patents which provide adequate notice 
the public as to a claim’s true scope. 


?°The description of an apparatus with block diagrams describing 
the function, but not the structure, of the apparatus is not fatal 
under the enablement requirement of § 112, Ist paragraph, as long 
as the structure is conventional and can be determined without an 
undue amount of experimentation. In re Ghiron, 442 F.2d 985, 
991, 169 USPQ 723, 727 (CCPA 1971). 


2! Valmont Industries Inc. v. Reinke Manufacturing Co., Ind., 983 
F.2d 1039, 1043, 1044, 25 USPQ2d 1451, 1455 (Fed. Cir. 1993). 


[1162 OG 59} 
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Revised Utility Examination Guidelines; 
Request for Comments 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice and request for public comments. 
SUMMARY: The Patent and Trademark Office (PTO) requests 


comments from any interested member of the public on the 
following Revised Utility Examination Guidelines. The PTO is 
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publishing a revised version of guidelines to be used by Office 
personnel in their review of patent applications for compliance 
with the utility requirement based on comments received in 
response to the Request for Comments on Interim Guidelines for 
Examination of Patent Applications. Under the 35 U.S.C. 112, 
para. | “Written Description” Requirement; Extension of Com- 
ment Period and Notice of Hearing. 63 FR 50887 (September 23, 
1998). These Revised Utility Guidelines will be used by PTO 
personnel in their review of patent applications for compliance 
with the “utility” requirement of 35 U.S.C. 101. This revision 
supersedes the Utility Examination Guidelines that were published 
at 60 FR 36263 (1995) and at 1177 O.G. 146 (1995). 


DATES: Written comments on the Revised Utility Examination 
Guidelines will be accepted by the PTO until March 22, 2000. 


ADDRESSES: Written comments should be addressed to Box 8, 
Commissioner of Patents and Trademarks, Washington, DC 
20231, marked to the attention of Mark Nagumo, or to Box 
Comments, Assistant Commissioner for Patents, Washington, DC 
20231, marked to the attention of Linda S. Therkorn. Alternatively, 
comments may be submitted to Mark Nagumo via facsimile at 
(703) 305-9373 or by electronic mail addressed to 
“mark.nagumo@uspto.gov”; or to Linda Therkorn via facsimile at 
(703) 305-8825 or by electronic mail addressed to 
“linda.therkorn @uspto.gov.” 


FOR FURTHER INFORMATION CONTACT: 


Mark Nagumo by telephone at (703) 305-8666, by facsimile at 
(703) 305- 9373, by electronic mail “mark.nagumo@uspto.gov,” 
or by mail marked to his attention addressed to the Commissioner 
of Patents and Trademarks, Box 8, Washington, DC 20231; or 
Linda Therkorn by telephone at (703) 305-9323, by facsimile at 
(703) 305-8825, by electronic mail at “linda. 
therkorn@uspto.gov,” or by mail marked to her attention ad- 
dressed to Box Comments, Assistant Commissioner of Patents and 
Trademarks, Washington, DC 20231. 


SUPPLEMENTARY INFORMATION: The PTO requests com- 
ments from any interested member of the public on the following 
Revised Utility Examination Guidelines. As of the publication date 
of this notice, this revision will be used by PTO personnel in their 
review of patent applications for compliance with the “utility” 
requirement of 35 U.S.C. 101. Because this revision governs 
internal practices, it is exempt from notice and comment rulemak- 
ing under 5 U.S.C. 553(b)(A). 


Written comments should include the following information: (1) 
Name and affiliation of the individual responding, and (2) an 
indication of whether the comments offered represent views of the 
respondent's organization or are respondent’s personal views. 


Parties presenting written comments are requested, where pos- 
sible, to provide their comments in machine-readable format in 
addition to a paper copy. Such submissions may be provided by 
electronic mail messages sent over the Internet, or on a 3.5“ floppy 
disk formatted for use in a Macintosh, Windows, Windows for 
Workgroups, Windows 95, Windows 98, Windows NT, or MS- 
DOS based computer. 


Written comments will be available for public inspection on or 
about April 19, 2000, in Suite 918, Crystal Park 2, 2121 Crystal 
Drive, Arlington, Virginia. In addition, comments provided in 
machine readable format will be available through the PTO’s 
Website at http://www.uspto.gov. 


I. Discussion of Public Comments 


Comments received by the Office in response to the request for 
public comment on the Interim Written Description Guidelines 
regarding the patentability of expressed sequence tags (ESTs) 
suggested the need for revision or clarification of the final Utility 
Examination Guidelines as published at 60 FR 36263 (1995) and 
1177 O.G. 146 (1995). All comments have been carefully consid- 
ered. Many comments stated that sufficient patentable utility has 
not been shown when the sole disclosed use of an EST is to 
identify other nucleic acids whose utility was not known, and the 
function of the corresponding gene is not known. Moreover, 
several comments opined that ESTs are genomic research tools 
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that should be available for unencumbered research to advance the 
public good. One comment stated that asserted utilities for ESTs, 
such as mapping the genome or tissue typing, would probably not 
satisfy the requirements of 35 U.S.C. 101 if the length of the 
attached DNA sequence were greatly extended. Other comments 
stated that the disclosure of a DNA sequence alone is insufficient 
to enable scientists to use ESTs for mapping or tissue typing. Some 
comments suggested that PTO examination procedures would 
result in granting patents based on nonspecific and nonsubstantial 
utilities, contrary to established case law. See Brenner v. Manson, 
383 U.S. 519, 534-35, 148 USPQ 689, 695 (1966) (requiring 
disclosure of “specific utility,” and of “substantial utility,” “where 
specific benefit exists in currently available form’’); accord, Jn re 
Ziegler, 992 F.2d 1197, 1201, 26 USPQ2d 1600, 1603 (Fed. Cir. 
1996) (requiring that a specific and substantial or practical utility 
for the invention be disclosed as a condition of meeting the 
practical utility requirement of Sec. 101). Consequently, a number 
of changes have been made to the Utility Examination Guidelines 
to clarify the position of the Patent and Trademark Office. Updated 
training material will be developed in the examination corps to 
address technology-specific issues. 


II. Guidelines for Examination of Applications for Compliance 
With the Utility Requirement 


A. Introduction 


The following guidelines establish the policies and procedures 
to be followed by Office personnel in the evaluation of any patent 
application for compliance with the utility requirements of 35 
U.S.C. 101 and 112. These guidelines have been promulgated to 
assist Office personnel in their review of applications for compli- 
ance with the utility requirement. The guidelines do not alter the 
substantive requirements of 35 U.S.C. 101 and 112, nor are they 
designed to obviate the examiner’s review of applications for 
compliance with all other statutory requirements for patentability. 


B. Examination Guidelines for the Utility Requirement 


Office personnel are to adhere to the following procedures when 
reviewing patent applications for compliance with the “useful 
invention” (“utility”) requirement of 35 U.S.C. 101 and 112, first 
paragraph. 


1. Read the claims and the supporting written description. 


(a) Determine what the applicant has claimed, noting any 
specific embodiments of the invention. 


(b) Ensure that the claims define statutory subject matter (i.e., a 
process, machine, manufacture, composition of matter, or im- 
provement thereof). 


2. Review the claims and the supporting written description to 
determine if the applicant has asserted for the claimed invention 
any specific and substantial utility that is credible. 


(a) If the invention has a well-established utility, regardless of 
any assertion made by the applicant, do not impose a rejection 
based on lack of utility. An invention has a well-established utility 
if a person of ordinary skill in the art would immediately 
appreciate why the invention is useful based on the characteristics 
of the invention (e.g., properties or applications of a product or 
process). 


(b) If the applicant has asserted that the claimed invention is 
useful for any particular practical purpose (i.e., it has a “specific 
and substantial utility”) and the assertion would be considered 
credible by a person of ordinary skill in the art, do not impose a 
rejection based on lack of utility. 


(1) A claimed invention must have a specific and substantial 
utility. This requirement excludes “throw-away,” “insubstantial,” 
or “nonspecific” utilities, such as the use of a complex invention as 
landfill, as a way of satisfying the utility requirement of 35 U.S.C. 
101. 


(2) Credibility is assessed from the perspective of one of 
ordinary skill in the art in view of the disclosure and any other 
evidence of record (e.g., test data, affidavits or declarations from 
experts in the art, patents or printed publications) that is probative 
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of the applicant’s assertions. An applicant need only provide one 
credible assertion of specific and substantial utility for each 
claimed invention to satisfy the utility requirement. 


(c) If no assertion of specific and substantial utility for the 
claimed invention made by the applicant is credible, and the 
claimed invention does not have a well-established utility, reject 
the claim(s) under section 101 on the grounds that the invention as 
claimed lacks utility. Also reject the claims under Sec. 112, first 
paragraph, on the basis that the disclosure fails to teach how to use 
the invention as claimed. The section 112, first paragraph, rejection 
imposed in conjunction with a section 101 rejection should 
incorporate by reference the grounds of the corresponding section 
101 rejection. 


(d) If the applicant has not asserted any specific and substantial 
utility for the claimed invention and it does not have a well- 
established utility, impose a rejection under section 101, empha- 
sizing that the applicant has not disclosed a specific and substantial 
utility for the invention. Also impose a separate rejection under 
section 112, first paragraph, on the basis that the applicant has not 
disclosed how to use the invention due to the lack of a specific and 
substantial utility. The sections 101 and 112 rejections shift the 
burden of coming forward with evidence to the applicant to: 


(1) Explicitly identify a specific and substantial utility for the 
claimed invention; and 


(2) Provide evidence that one of ordinary skill in the art would 
have recognized that the identified specific and substantial utility 
was well established at the time of filing. The examiner should 
review any subsequently submitted evidence of utility using the 
criteria outlined above. The examiner should also ensure that there 
is an adequate nexus between the showing and the application as 
filed. 


3. Any rejection based on lack of utility should include a 
detailed explanation why the claimed invention has no specific and 
substantial credible utility. Whenever possible, the examiner 
should provide documentary evidence (e.g., scientific or technical 
journals, excerpts from treatises or books, or U.S. or foreign 
patents) to support the factual basis for the prima facie showing of 
no specific and substantial credible utility. If documentary evi- 
dence is not available, the examiner should specifically explain the 
scientific basis for his or her factual conclusions. 


(a) Where the asserted specific and substantial utility is not 
credible, a prima facie showing of no specific and substantial 
credible utility must establish that it is more likely than not that a 
person skilled in the art would not consider credible any specific 
and substantial utility asserted by the applicant for the claimed 
invention. 


The prima facie showing must contain the following elements: 


(1) An explanation that clearly sets forth the reasoning used in 
concluding that the asserted specific and substantial utility is not 
credible; 


(2) Support for factual findings relied upon in reaching this 
conclusion; and 


(3) An evaluation of all relevant evidence of record. 


(b) Where no specific and substantial utility is disclosed or 
known, a prima facie showing of no specific and substantial utility 
must establish that it is more likely than not that a person skilled 
in the art would not be aware of any well-established credible 
utility that is both specific and substantial. 


The prima facie showing must contain the following elements: 

(1) An explanation that clearly sets forth the reasoning used in 
concluding that there is no known well established utility for the 
claimed invention that is both specific and substantial; 


(2) Support for factual findings relied upon in reaching this 
conclusion; and 


(3) An evaluation of all relevant evidence of record. 
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4. A rejection based on lack of utility should not be maintained 
if an asserted utility for the claimed invention would be considered 
specific, substantial, and credible by a person of ordinary skill in 
the art in view of all evidence of record. 


Office personnel are reminded that they must treat as true a 
statement of fact made by an applicant in relation to an asserted 
utility, unless countervailing evidence can be provided that shows 
that one of ordinary skill in the art would have a legitimate basis 
to doubt the credibility of such a statement. Similarly, Office 
personnel must accept an opinion from a qualified expert that is 
based upon relevant facts whose accuracy is not being questioned; 
it is improper to disregard the opinion solely because of a 
disagreement over the significance or meaning of the facts offered. 


Once a prima facie showing of no specific and substantial 
credible utility has been properly established, the applicant bears 
the burden of rebutting it. The applicant can do this by amending 
the claims, by providing reasoning or arguments, or by providing 
evidence in the form of a declaration under 37 CFR 1.132 or a 
printed publication that rebuts the basis or logic of the prima facie 
showing. If the applicant responds to the prima facie rejection, the 
Office personnel should review the original disclosure, any evi- 
dence relied upon in establishing the prima facie showing, any 
claim amendments, and nay new reasoning or evidence provided 
by the applicant in support of an asserted specific and substantial 
credible utility. It is essential for Office personnel to recognize, 
fully consider and respond to each substantive element of any 
response to a rejection based on lack of utility. Only where the 
totality of the record continues to show that the asserted utility is 
not specific, substantial, and credible should a rejection based on 
lack of utility be maintained. 


If the applicant satisfactorily rebuts a prima facie rejection 
based on lack of utility under section 101, withdraw the Sec. 101 
rejection and the corresponding rejection imposed under section 
112, first paragraph. 
December 16, 1999 Q. TODD DICKINSON 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1231 OG 136] 
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Patent and Trademark Office 
[Docket No. 991027289-9289-01] 


RIN 0651-AB09 


Revised Interim Utility Examination Guidelines; 
Request for Comments; Correction 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice and request for public comments; correction. 


SUMMARY: The Patent and Trademark Office (PTO) published a 
document in the Federal Register of December 21, 1999, concern- 
ing request for comments on Revised Interim Utility Examination 
Guidelines. The word “interim” was inadvertently omitted from 
the document Subject Heading and text. In addition, an extra 
period divided the second sentence of the Summary caption into 
fragments. This document corrects the omissions of “interim” and 
removes the extra period. 


FOR FURTHER INFORMATION CONTACT: Mark Nagumo 
by telephone at (703) 305-8666, by facsimile at (703) 305-9373, 
by electronic mail at “mark.nagumo@uspto.gov,” or by mail 
marked to his attention addressed to the Commissioner of Patents 
and Trademarks, Box 8, Washington, DC 20231; or Linda 
Therkorn by telephone at (703) 305-9323, by facsimile at (703) 
305-8825, by electronic mail at “linda.therkorn @uspto.gov,” or by 
mail marked to her attention addressed to Box Comments, 
Assistant Commissioner of Patents and Trademarks, Washington, 
DC 20231. 
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Correction 


In the Federal Register of December 21, 1999, in FR Doc. 
99-33054, make the following corrections: 

On page 71440, in the second column, correct the “Subject 
Heading” to read: 

Revised Interim Utility Examination Guidelines; Request for 
Comments 

On page 71440, in the third column, correct the “Summary” 
caption to read: 


SUMMARY: The Patent and Trademark Office (PTO) requests 
comments from any interested member of the public on the 
following Revised Interim Utility Examination Guidelines. The 
PTO is publishing a revised version of guidelines to be used by 
Office personnel in their review of patent applications for compli- 
ance with the utility requirement based on comments received in 
response to the Request for Comments on Interim Guidelines for 
Examination of Patent Applications Under the 35 U.S.C. 112, para. 
1 “Written Description” Requirement; Extension of Comment 
Period and Notice of Hearing. 63 Fed. Reg. 50887 (September 23, 
1998). These Revised Interim Utility Guidelines will be used by 
PTO personnel in their review of patent applications for compli- 
ance with the “utility” requirement of 35 U.S.C. 101. This revision 
supersedes the Utility Examination Guidelines that were published 
at 60 Fed. Reg. 36263 (1995) and at 1177 O.G. 146 (1995). 

On page 71440, in the third column, correct the “Dates” caption 
to read: 


DATES: Written comments on the Revised Interim Utility Exami- 
nation Guidelines will be accepted by the PTO until March 22, 
2000. 

On page 71440, in the third column, correct the first sentence of 
the “Supplementary Information” caption to read: 

The PTO requests comments from any interested member of the 
public on the following Revised Interim Utility Examination 
Guidelines. 
January 18, 2000 ALBIN F. DROST 

Acting Solicitor 


[1231 OG 67] 





Department of Commerce 
Patent and Trademark Office 
[Docket No. 95006172-5172-01] 


Utility Examination Guidelines 
Agency: Patent and Trademark Office, Commerce. 
Action: Notice. 


Summary: The Patent and Trademark Office (PTO) is publishing 
the final version of guidelines to be used by Office personnel in 
their review of patent applications for compliance with the utility 
requirement. Because these guidelines govern internal practices, 
they are exempt from notice and comment and delayed effective 
date rulemaking requirements under 5 U.S.C. § 553(b)(A). 


Effective Date: July 14, 1995. 

For Further Information Contact: Jeff Kushan by telephone at 
(703) 305-9300, by fax at (703) 305-8885, by electronic mail at 
kushan @uspto.gov, or by mail marked to his attention addressed to 
the Commissioner of Patents and Trademarks, Box 4, Washington, 
D.C. 20231. 


Supplementary Information 


I. Discussion of Public Comments 


Forty-four comments were received by the Office in response to 
the request for public comment on the proposed version of utility 
guidelines published on January 3, 1995 (60 FR 97). All comments 
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have been carefully considered. A number of changes have been 
made to the examining guidelines and the legal analysis supporting 
the guidelines in response to the comments received. 


Many of the individuals responding to the request for public 
comments suggested that the Office address the relationship 
between the requirements of 35 U.S.C. § 112, first paragraph, and 
35 U.S.C. § 101. The Office has amended the guidelines to provide 
a clarification consistent with these requests. The guidelines now 
specify that any rejection based on a “lack of utility” under § 101 
should be accompanied by a rejection based upon § 112, first 
paragraph. The guidelines also specify that the procedures for 
imposition and review of rejections based on lack of utility under 
§ 101 shall be followed with respect to the § 112 rejection that 
accompanies the § 101 rejection. 


A suggestion was made that the guidelines should be modified 
to provide that an application shall be presumed to be compliant 
with § 112, first paragraph, if there is no proper basis for imposing 
a § 101 rejection. This suggestion has not been followed. Instead, 
the guidelines specify that § 112, first paragraph, deficiencies other 
than those that are based on a lack of utility be addressed 
separately from those based on lack of utility for the invention. 


Several individuals suggested that the guidelines address how § 
101 compliance will be reviewed for products that are either 
intermediates or whose ultimate function or use is unknown. The 
Office has amended the guidelines to clarify how it will interpret 
the “specific utility” requirement of § 101. 


Some individuals suggested that the guidelines be amended to 
preclude Examiners from requiring that an applicant delete refer- 
ences made in the specification to the utility of an invention which 
are not necessary to support an asserted utility of the claimed 
invention. The guidelines have been amended consistent with this 
suggestion. 


One individual suggested that the legal analysis be amended to 
emphasize that any combination of evidence from in vitro or in 
vivo testing can be sufficient to establish the credibility of an 
asserted utility. The legal analysis has been amended consistent 
with this recommendation. 


A number of individuals questioned the legal status of the 
guidelines, particularly with respect to situations where an appli- 
cant believes that a particular Examiner has failed to follow the 
requirements of the guidelines in imposing a rejection under § 101. 
The guidelines and the legal analysis supporting the guidelines 
govern the internal operations of the Patent and Trademark Office. 
They are not intended to, nor do they have the force and effect of 
law. As such they are not substantive rules creating or altering the 
rights or obligations of any party. Rather, the guidelines define the 
procedures to be followed by Office personnel in their review of 
applications for § 101 compliance. The legal analysis supporting 
the guidelines articulates the basis for the procedures established 
in the guidelines. Thus, an applicant who believes his or her 
application has been rejected in a manner that is inconsistent with 
the guidelines should respond substantively to the grounds of the 
rejection. “Non-compliance” with the guidelines will not be a 
petitionable or appealable action. 


Some individuals suggested that the guidelines and legal analy- 
sis be amended to specify that the Office will reject an application 
for lacking utility only in those situations where the asserted utility 
is “incredible.” This suggestion has not been adopted. The Office 
has carefully reviewed the legal precedent governing application 
of the utility requirement. Based on that review, the Office has 
chosen to focus the review for compliance with § 101 and § 112, 
first paragraph, on the “credibility” of an asserted utility. 


Some individuals suggested that the guidelines be amended to 
address how a generic claim that covers many discrete species will 
be assessed with regard to the “useful invention” requirements of 
§ 101 and § 112 when one or more, but not all, species within the 
genus do not have a credible utility. The guidelines have been 
amended to clarify how the Office will address applications in 
which genus claims are presented that encompass species for 
which an asserted utility is not credible. The legal analysis makes 
clear that any rejection of any claimed subject matter based on lack 
of utility must adhere to the standards imposed by these guidelines. 
This is true regardless of whether the claim defines only a single 
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embodiment of the invention, multiple discrete embodiments of 
the invention, or a genus encompassing many embodiments of the 
invention. As cast in the legal analysis and the guidelines, the 
focus of examination is the invention as it has been defined in the 
claims. 


Some individuals questioned whether the guidelines and the 
legal analysis govern actions taken by Examining Groups other 
than Group 1800 or the Board of Patent Appeals and Interferences. 
The guidelines apply to all Office personnel, and to the review of 
all applications, regardless of field of technology. 


In addition to the changes made in response to comments from 
the public, the Office has amended the guidelines to clarify the 
procedure to be followed when an applicant has failed to identify 
a specific utility for an invention. The guidelines now provide that 
where an applicant has made no assertion as to why an invention 
is believed useful, and it is not immediately apparent why the 
invention would be considered useful, the Office will reject the 
application as failing to identify any specific utility for the 
invention. The legal analysis has also been amended to address 
evaluation of this question. 


Il. Guidelines for Examination of Applications for Compliance 
with the Utility Requirement 


A. Introduction 


The following guidelines establish the policies and procedures 
to be followed by Office personnel in the evaluation of any 
application for compliance with the utility requirements of 35 
U.S.C. § 101 and § 112. The guidelines also address issues that 
may arise during examination of applications claiming protection 
for inventions in the field of biotechnology and human therapy. 
The guidelines are accompanied by an overview of applicable 
legal precedent governing the utility requirement. The guidelines 
have been promulgated to assist Office personnel in their review of 
applications for compliance with the utility requirement. The 
guidelines and the legal analysis do not alter the substantive 
requirements of 35 U.S.C. § 101 and § 112, nor are they designed 
to obviate review of applications for compliance with this statutory 
requirement. 


B. Examination Guidelines for the Utility Requirement 


Office personnel shall adhere to the following procedures when 
reviewing applications for compliance with the “useful invention” 
(“utility”) requirement of 35 U.S.C. § 101 and 35 U.S.C. § 112, 
first paragraph. 


1. Read the specification, including the claims, to: 


a) determine what the applicant has invented, noting any 
specific embodiments of the invention; 


b) ensure that the claims define statutory subject matter (e.g., a 
process, machine, manufacture, or composition of matter); 


c) note if applicant has disclosed any specific reasons why the 
invention is believed to be “useful.” 


2. Review the specification and claims to determine if the applicant 
has asserted any credible utility for the claimed invention: 


a) If the applicant has asserted that the claimed invention is 
useful for any particular purpose (i.e., a “specific utility”) and that 
assertion would be considered credible by a person of ordinary 
skill in the art, do not impose a rejection based on lack of utility. 
Credibility is to be assessed from the perspective of one of 
ordinary skill in the art in view of any evidence of record (e.g., 
data, statements, opinions, references, etc.) that is relevant to the 
applicant’s assertions. An applicant must provide only one credible 
assertion of specific utility for any claimed invention to satisfy the 
utility requirement. 


b) If the invention has a well-established utility, regardless of 
any assertion made by the applicant, do not impose a rejection 
based on lack of utility. An invention has a well-established utility 
if a person of ordinary skill in the art would immediately 
appreciate why the invention is useful based on the characteristics 
of the invention (e.g., properties of a product or obvious applica- 
tion of a process). 
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c) If the applicant has not asserted any specific utility for the 
claimed invention and it does not have a well established utility, 
impose a rejection under § 101, emphasizing that the applicant has 
not disclosed a specific utility for the invention. Also impose a 
separate rejection under § 112, first paragraph, on the basis that the 
applicant has not shown how to use the invention due to lack of 
disclosure of a specific utility. The § 101 and § 112, rejections 
should shift the burden to the applicant to: 


-- explicitly identify a specific utility for the claimed inven tion, 
and 


-- indicate where support for the asserted utility can be found in 
the specification. 


Review the subsequently asserted utility by the applicant using 
the standard outlined in paragraph (2)(a) above, and ensure that it 
is fully supported by the original disclosure. 


3. If no assertion of specific utility for the claimed invention made 
by the applicant is credible, and the claimed invention does not 
have a well-established utility, reject the claim(s) under § 101 on 
the grounds that the invention as claimed lacks utility. Also reject 
the claims under § 112, first paragraph, on the basis that the 
disclosure fails to teach how to use the invention as claimed. The 
§ 112, first paragraph, rejection imposed in conjunction with a § 
101 rejection should incorporate by reference the grounds of the 
corresponding § 101 rejection and should be set out as a rejection 
distinct from any other rejection under § 112, first paragraph, not 
based on lack of utility for the claimed invention. 


To be considered appropriate by the Office, any rejection based 
on lack of utility must include the following elements: 


a) A prima facie showing that the claimed invention has no 
utility. 


A prima facie showing of no utility must establish that it is more 
likely than not that a person skilled in the art would not consider 
credible any specific utility asserted by the applicant for the 
claimed invention. A prima facie showing must contain the 
following elements: 


i) a well-reasoned statement that clearly sets forth the reasoning 
used in concluding that the asserted utility is not credible; 


ii) support for factual findings relied upon in reaching this 
conclusion; and 


iii) support for any conclusions regarding evidence provided by 
the applicant in support of an asserted utility. 


b) Specific evidence that supports any fact-based assertions 
needed to establish the prima facie showing. 


Whenever possible, Office personnel must provide documentary 
evidence (e.g., scientific or technical journals, excerpts from 
treatises or books, or U.S. or foreign patents) as the form of 
support used in establishing the factual basis of a prima facie 
showing of no utility according to items (a)(ii) and (a)(ili) above. 
If documentary evidence is not available, Office personnel shall 
note this fact and specifically explain the scientific basis for the 
factual conclusions relied on in sections (a)(ii) and (a)(iii). 


4. A rejection based on lack of utility should not be maintained if 
an asserted utility for the claimed invention would be considered 
credible by a person of ordinary skill in the art in view of ail 
evidence of record. 


Once a prima facie showing of no utility has been properly 
established, the applicant bears the burden of rebutting it. The 
applicant can do this by amending the claims, by providing 
reasoning or arguments, or by providing evidence in the form of a 
declaration under 37 CFR 1.132 or a printed publication, that 
rebuts the basis or logic of the prima facie showing. If the 
applicant responds to the prima facie rejection, Office personnel 
shall review the original disclosure, any evidence relied upon in 
establishing the prima facie showing, any claim amendments and 
any new reasoning or evidence provided by the applicant in 
support of an asserted utility. It is essential for Office personnel to 
recognize, fully consider and respond to each substantive element 





1243 TMOG 276 
(115) 


of any response to a rejection based on lack of utility. Only where 
the totality of the record continues to show that the asserted utility 
is not credible should a rejection based on lack of utility be 
maintained. 


If the applicant satisfactorily rebuts a prima facie rejection 
based on lack of utility under § 101, withdraw the § 101 rejection 
and the corresponding rejection imposed under § 112, first 
paragraph, per paragraph (3) above. 


Office personnel are reminded that they must treat as true a 
statement of fact made by an applicant in relation to an asserted 
utility, unless countervailing evidence can be provided that shows 
that one of ordinary skill in the art would have a legitimate basis 
to doubt the credibility of such a statement. Similarly, Office 
personnel must accept an opinion from a qualified expert that is 
based upon relevant facts whose accuracy is not being questioned; 
it is improper to disregard the opinion solely because of a 
disagreement over the significance or meaning of the facts offered. 


Ill. Additional Information 


The PTO has prepared an analysis of the law governing the 
utility requirement to support the guidelines outlined above. 
Copies of the legal analysis can be obtained from Jeff Kushan, who 
can be reached using the information indicated above. 


July 3, 1995 BRUCE A. LEHMAN 


Assistant Secretary of Commerce 
and Commissioner of Patents 
and Trademarks 


{1177 OG 146] 





Department of Commerce 
Patent and Trademark Office 
[Docket No. 970129014-7014-01) 
RIN 0651-XX09 


Interim Guidelines for the Examination of Claims 
Directed to Species of Chemical Compositions 
Based Upon a Single Prior Art Reference 


Agency: Patent and Trademark Office, Commerce. 
Action: Notice. 


Summary: The Patent and Trademark Office (PTO) requests 
comments from any interested member of the public on interim 
guidelines to be used by office personnel in their review of patent 
applications which contain claims directed to a species or subge- 
nus of chemical compositions for compliance with 35 U.S.C. § 103 
based upon a single prior art reference which discloses a genus 
embracing the claimed species or subgenus but does not expressly 
describe the particular claimed species or subgenus. 


Dates: The interim guidelines are effective February 11, 1997. 


Written comments on the interim guidelines will be accepted by 
the PTO until April 14, 1997. 


Addresses: Written comments should be addressed to the attention 
of Linda Moncys Isacson, Office of the Solicitor, P.O. Box 15667, 
Arlington, Virginia 22215 or to Linda S. Therkorn, Box Com- 
ments, Assistant Commissioner for Patents, Washington, D.C. 
20231, or by facsimile transmission to (703) 305-9373 or by 
electronic mail to baird-comments @uspto. gov. 


Written comments will be made available for public inspection 
at the Patent Search Room, Crystal Plaza 3, 2021 South Clark 
Place, Arlington, Va. In addition, comments provided in machine- 
readable format will be available through the PTO’s Website at 
http://www.uspto. gov. 


For Further Information Contact: Linda Moncys Isacson, Office 
of the Solicitor, P.O. Box 15667, Arlington, Virginia 22215 or 
Linda S. Therkorn, Box Comments, Assistant Commissioner for 
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Patents, Washington, D.C. 20231, or by facsimile transmission to 
(703) 305-9373 or by electronic mail to _ baird- 
comments @uspto. gov. 


Supplementary Information: The Commissioner of Patents and 
Trademarks issued a Notice in the Official Gazette (O.G.) on April 
17, 1995 (1174 O.G. 68), withdrawing the Office’s March 22, 1994 
O.G. Notice (1161 O.G. 314). Both notices were entitled “In re 
Baird.” Pursuant to the April 17, 1995 O.G. Notice. the following 
interim examination guidelines are being published for public 
comment. The purpose of these guidelines is to assist PTO 
personnel in the examination of applications which contain claims 
directed to a species or subgenus of chemical compositions for 
compliance with 35 U.S.C. § 103 based upon a single prior art 
reference which discloses a genus embracing the claimed species 
or subgenus but does not expressly describe the particular claimed 
species or subgenus. Therefore, these interim guidelines will be 
referred to as “Genus-Species Guidelines.” 


It has been determined that these interim guidelines are not a 
significant rule for purposes of Executive Order 12866. Because 
these guidelines govern internal practices, they are exempt from 
notice and comment rulemaking under 5 U.S.C. § 553(b)(A). 


Members of the public may present written comments on these 
guidelines. Written comments should include the following infor- 
mation: 


--Name and affiliation of the individual responding; 


--An indication of whether the comments offered represent views 
of the respondent’s organization or are the respondent’s personal 
views; and 


--If applicable, information on the respondent's organization, 
including the type of organization (e.g., business, trade group, 
university, nonprofit organization). 


The PTO is particularly interested in comments relating to the 
accuracy of the emphasized prior art teachings, and comments 
identifying any additional teachings that should be emphasized in 
determining whether a prima facie case of obviousness exists in 
the types of cases covered by these interim guidelines. The PTO is 
also interested in comments relating to the effect these guidelines 
may have on future application submissions. 

February 5, 1997 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


I. Interim Guidelines for the Examination of Claims Directed 
to Species of Chemical Compositions Based Upon a Single 
Prior Art Reference 


These “Genus-Species Guidelines” are to assist Office personnel 
in the examination of applications which contain claims to species 
or a subgenus of chemical compositions for compliance with 35 
U.S.C. § 103 based upon a single prior art reference which 
discloses a genus encompassing the claimed species or subgenus 
but does not expressly disclose the particular claimed species or 
subgenus. Office personnel should attempt to find additional prior 
art to show that the differences between the prior art primary 
reference and the claimed invention as a whole would have been 
obvious. Where such additional prior art is not found, Office 
personnel should follow these guidelines to determine whether a 
single reference 35 U.S.C. § 103 rejection would be appropriate. 
The guidelines are based on the Office’s current understanding of 
the law and are believed to be fully consistent with binding 
precedent of the Supreme Court, the Federal Circuit, and the 
Federal Circuit's predecessor courts. 


The analysis of the guidelines begins at the point during 
examination after a single prior art reference is found disclosing a 
genus encompassing the claimed species or subgenus. Before 
reaching this point, Office personnel should follow normal exami- 
nation procedures. Accordingly, Office personnel should first 
analyze the claims as a whole in light of and consistent with the 
written description, considering all claim limitations.’ Next, Office 
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personnel should conduct a thorough search of the prior art and 
identify all relevant references.” If the most relevant prior art 
consists of a single prior art reference disclosing a genus encom- 
passing the claimed species or subgenus, Office personnel should 
follow the guidelines set forth herein. 


These guidelines do not constitute substantive rulemaking and 
hence do not have the force and effect of law. Rather, they are to 
assist Office personnel in analyzing claimed subject matter for 
compliance with substantive law. Thus, rejections must be based 
upon the substantive law, and it is these rejections which are 
appealable, not any failure by Office personnel to follow these 
guidelines. 


Office personnel are to rely on these guidelines in the event of 


any inconsistent treatment of issues between these guidelines and 
any earlier provided guidance from the Office. 


II. Determine Whether the Claimed Species or Subgenus 
Would Have Been Obvious to One of Ordinary Skill in the 
Pertinent Art at the Time the Invention Was Made 


The patentability of a claim to a specific compound or subgenus 
embraced by a prior art genus should be analyzed no differently 
than any other claim for purposes of 35 U.S.C. § 103.2 A 
determination of patentability under 35 U.S.C. § 103 should be 
made upon the facts of the particular case in view of the totality of 
the circumstances.* Use of per se rules by Office personnel is 
improper for determining whether claimed subject matter would 
have been obvious under 35 U.S.C. § 103.° The fact that a claimed 
species or subgenus is encompassed by a prior art genus is not 
sufficient by itself to establish a prima facie case of obviousness.° 


A proper obviousness analysis involves a three-step process. 
First, Office personnel should establish a prima facie case of 
unpatentability considering the factors set out by the Supreme 
Court in Graham v. John Deere.’ If a prima facie case is 
established, the burden shifts to applicant to come forward with 
rebuttal evidence or argument to overcome the prima facie case.* 
Finally, Office personnel should evaluate the totality of the facts 
and all of the evidence to determine whether they still support a 
conclusion that the claimed invention would have been obvious to 
one of ordinary skill in the art at the time the invention was made.” 


A. Establishing a Prima Facie Case of Obviousness 


To establish a prima facie case of obviousness in a genus- 
species chemical composition situation, as in any other 35 U.S.C. 
§ 103 case, it is essential that Office personnel find some 
motivation or suggestion to make the claimed invention in light of 
the prior art teachings.'® In order to find such motivation or 
suggestion there should be a reasonable likelihood that the claimed 
invention would have the properties disclosed by the prior art 
teachings.'' These disclosed findings should be made with a 
complete understanding of the first three “Graham factors.”'? 
Thus, Office personnel should (1) determine the “scope and 
content of the prior art; (2) ascertain the “differences between the 
prior art and the claims at issue”; and (3) determine “the level of 
ordinary skill in the pertinent art.”'* 


1. Determine The Scope and Content of the Prior Art 


As an initial matter, Office personnel should determine the scope 
and content of the relevant prior art. Each reference must qualify 


as prior art under 35 U.S.C. § 102,'* and should be in the field of 


applicant’s endeavor, or be reasonably pertinent to the particular 
problem with which the inventor was concerned.'* 


In the case of a prior art reference disclosing a genus, Office 
personnel should make findings as to (1) the structure of the 
disclosed prior art genus and that of any expressly described 
species or subgenus within the genus; (2) any physical or chemical 
properties and utilities disclosed for the genus, as well as any 
suggested limitations on the usefulness of the genus, and any 
problems alleged to be addressed by the genus; (3) the predict- 
ability of the technology; and (4) the number of species encom- 
passed by the genus taking into consideration all of the variables 
possible. 
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2. Ascertain The Differences Between the Prior Art Genus 
and the Claimed Species or Subgenus 


Once a relevant prior art genus is identified, Office personnel 
should compare it to the claimed species or subgenus to determine 
the differences. Through this comparison, the closest disclosed 
species or subgenus in the prior art reference should be identified 
and compared to that claimed. Office personnel should make 
explicit findings on the similarities and differences between the 
closest prior art reference and the claimed species or subgenus 
including findings relating to similarity of structure, chemical 
properties and utilities. '° 


3. Determine the Level of Skill in the Art 


Office personnel should evaluate the prior art from the stand- 
point of the hypothetical person having ordinary skill in the art at 
the time the claimed invention was made.'’ In most cases, the only 
facts of record pertaining to the level of skill in the art will be 
found within the prior art reference. However, any additional 
evidence presented by applicant should be evaluated. 


4. Determine Whether One of Ordinary Skill in the Art 
Would Have Been Motivated to Select the Claimed Species or 
Subgenus 


In light of the findings made relating to the three Graham 
factors, Office personnel should determine whether one of ordinary 
skill in the relevant art would have been motivated to make the 
claimed invention as a whole, i.e., to select the claimed species or 
subgenus from the disclosed prior art genus.'* To address this key 
issue, Office personnel should consider all relevant prior art 
teachings, focusing on the following, where present. 


a. Consider the Size of the Genus 


Consider the size of the prior art genus, bearing in mind that size 
alone cannot support an obviousness rejection.'? There is no 
absolute correlation between the size of the prior art genus and a 
conclusion of obviousness.” Thus, the mere fact that a prior art 
genus contains a small number of members does not create a per 
se rule of obviousness. Some motivation to select the claimed 
species or subgenus must be taught by the prior art.?' However, a 
genus may be so small that it would anticipate the claimed species 
or subgenus. For example, it has been held that a prior art genus 
containing only 20 compounds inherently anticipated a claimed 
species within the genus because “one skilled in [the] art would 

. envisage each member” of the genus.” 


b. Consider the Express Teachings 


If the prior art reference expressly teaches a particular reason to 
select the claimed species or subgenus, Office personnel should 
point out the express disclosure which would have motivated one 
of ordinary skill in the art to select the claimed invention.“ 


c. Consider the Teachings of Structural Similarity 


Consider any teachings of a “typical,” “preferred,” or “opti- 
mum” species or subgenus within the disclosed genus. If — a 
species or subgenus is structurally similar to that claimed, i 
disclosure may motivate one of ordinary skill in the art to pha 
the claimed species or subgenus from the genus,”* based on the 
reasonable expectation that structurally similar species usually 
have similar properties.2° The utility of such properties will 
normally prov ide some motivation to make the claimed species or 
subgenus.~ 


In making an obviousness determination, Office personnel 
should consider the number of variables which must be selected or 
modified, and the nature and significance of the differences 
between the prior art and the claimed invention.”’ The closer the 
physical and chemical similarities between the claimed species or 
subgenus and any exemplary species or subgenus disclosed in the 
prior art, the greater the expectation that the claimed subject matter 
will function in an equivalent manner to the genus.~ 
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Similarly, consider any teaching or suggestion in the reference 
of a preferred species or subgenus that is significantly different in 
structure from the claimed species or subgenus. Such a teaching 
may weigh against selecting the claimed species or subgenus and 
thus against a determination of obviousness.” For example, 
teachings of preferred species of a complex nature within a 
disclosed genus may motivate an artisan of ordinary skill to make 
similar complex species and thus teach away from making simple 
species within the genus.*° Concepts used to analyze the structural 
similarity of chemical compounds in other types of chemical cases 
are equally useful in analyzing genus-species cases.*' Generally, 
some teaching of a structural similarity will be necessary to 
suggest selection of the claimed species or subgenus.*” 


d. Consider the Teachings of Similar Properties or Uses 


Consider the properties and utilities of the structurally similar 
prior art species or subgenus. It is the properties and utilities that 
provide real world motivation for a person of ordinary skill to 
make species structurally similar to those in the prior art.** 
Conversely, lack of any known useful properties weighs against a 
finding of motivation to make or select a species or subgenus.** 
However, the prior art need not disclose a newly discovered 
property in order for there to be a prima facie case of obvious- 
ness.*° If the claimed invention and the structurally similar prior 
art species share a useful property, that will generally be sufficient 
to motivate an artisan of ordinary skill to make the claimed 
species.*° For example, based on a finding that a tri-orthoester and 
a tetra-orthoester behave similarly in certain chemical reactions, it 
has been held that one of ordinary skill in the relevant art would 
have been motivated to select either structure.*’ In fact, similar 
properties may normally be presumed when compounds are very 
close in structure.** Thus, evidence of similar properties weighs in 
favor of a conclusion that the claimed invention would have been 
obvious.*? 


e. Consider the Predictability of the Technology 


Consider the predictability of the technology.*° If the technol- 


ogy is unpredictable, it is less likely that structurally similar 
species will render a claimed species obvious because it may not 
be reasonable to infer that they would share similar properties.*! 
However, obviousness does not require absolute predictability, 
only a reasonable expectation of success, i.e., a reasonable 


expectation of obtaining similar properties.*” 
f. Consider Any Other Teaching to Support the Selection of 
the Species or Subgenus 


The categories of relevant teachings enumerated above are those 
most frequently encountered in a genus-species case, but they are 
not exclusive. Office personnel should consider the totality of the 
evidence in each case. In unusual cases, there may be other 
relevant teachings sufficient to support the selection of the species 
or subgenus and, therefore, a conclusion of obviousness. 


5. Make Express Fact-Findings And Determine Whether 
They Support A Prima Facie Case of Obviousness 


Based on the evidence as a whole,** Office personnel should 
make express fact-findings relating to the Graham factors, focus- 
ing primarily on the prior art teachings discussed above. The 
fact-findings should specifically articulate what teachings or sug- 
gestions in the prior art would have motivated one of ordinary skill 
in the art to select the claimed species or subgenus.** Thereafter, it 
should be determined whether these findings, considered as a 
whole, support a prima facie case that the claimed invention would 
have been obvious to one of ordinary skill in the relevant art at the 
time the invention was made. 


B. Determining Whether Rebuttal Evidence Is Sufficient To 
Overcome the Prima Facie Case of Obviousness 


If a prima facie case of obviousness is established, the burden 
shifts to the applicant to come forward with arguments and/or 
evidence to rebut the prima facie case.** Rebuttal evidence and 
arguments can be presented in the specification,*® by counsel,*’ or 
by way of an affidavit or declaration under 37 CFR 1.132.** 
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However, arguments of counsel cannot take the place of factually 
supported objective evidence.*” Office personnel should consider 
all rebuttal arguments and evidence presented by applicants.*° 
Rebuttal evidence may include evidence of “secondary consider- 
ations,” such as “commercial success, long felt but unsolved 
needs, [and] failure of others,”°' evidence that the claimed 
invention yields unexpectedly improved properties or properties 
not present in the prior art,°? or evidence that the claimed 
invention was copied by others.** It may also include evidence of 
the state of the art, the level of skill in the art, and the beliefs of 
those skilled in the art.** 


Consideration of rebuttal evidence and arguments requires 
Office personnel to weigh the proffered evidence and arguments. 
Office personnel should avoid giving evidence no weight, except 
in rare circumstances.*° However, to be entitled to substantial 
weight, the applicant should establish a nexus between the rebuttal 
evidence and the claimed invention,*° i.e., objective evidence of 
nonobviousness must be attributable to the claimed invention.*’ 
Additionally, the evidence must be reasonably commensurate in 
scope with the claimed invention.°* However, an exemplary 
showing may be sufficient to establish a reasonable correlation 
between the showing and the entire scope of the claim, when 
viewed by a skilled artisan.°? On the other hand, evidence of an 
unexpected property may not be sufficient regardless of the scope 
of the showing.“’ Accordingly, each case should be evaluated 
individually based on the totality of the circumstances. 


Office personnel should not evaluate rebuttal evidence for its 
“knockdown” value against the prima facie case*' or summarily 
dismiss it as not compelling or insufficient. If the evidence is 
deemed insufficient to rebut the prima facie case of obviousness, 
Office personnel should specifically set forth the facts and reason- 
ing that justify this conclusion. 


III. Reconsider All Evidence and Clearly Communicate Find- 
ings and Conclusions 


A determination under 35 U.S.C. § 103 should rest on all the 
evidence and should not be influenced by any earlier conclusion.© 
Thus, once the applicant has presented rebuttal evidence, Office 
personnel should reconsider any initial obviousness determination 
in view of the entire record.®* All the proposed rejections and their 
bases should be reviewed to confirm their correctness. Only then 
should any rejection be imposed in an Office action. The Office 
action should clearly communicate the Office’s findings and 
conclusions, articulating how the conclusions are supported by the 
findings. 


Where applicable, the findings should clearly articulate which 
portions of the reference support any rejection. Explicit findings on 
motivation or suggestion to select the claimed invention should 
also be articulated in order to support a 35 U.S.C. § 103 ground of 
rejection. Conclusory statements of similarity or motivation, 
without any articulated rationale or evidentiary support, do not 
constitute sufficient factual findings. 


VI. Notes 


1. When evaluating the scope of a claim, every limitation in the 
claim must be considered. E.g., In re Ochiai, 71 F.3d 1565, 1572, 
37 USPQ2d 1127, 1133 (Fed. Cir. 1995). However, the claimed 
invention may not be dissected into discrete elements to be 
analyzed in isolation, but must be considered as a whole. E.g., W.L. 
Gore & Assoc., Inc. v. Garlock, Inc., 721 F.2d 1540, 1548, 220 
USPQ 303, 309 (Fed. Cir. 1983), cert. denied, 469 U.S. 851 
(1984); Jones v. Hardy, 727 F.2d 1524, 1530, 220 USPQ § 1021, 
§ 1026 (Fed. Cir. 1983) (“treating the advantage as the invention 
disregards the statutory requirement that the invention be viewed 


‘as a whole’). 


2. Both claimed and unclaimed aspects of the invention should 
be searched if there is a reasonable expectation that the unclaimed 
aspects may be later claimed. 


3. “The section § 103 requirement of unobviousness is no 
different in chemical cases than with respect to other categories of 
patentable inventions.” In re Papesch, 315 F.2d 381, 385, 137 
USPQ 43, 47 (CCPA 1963). 
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4. E.g., In re Dillon, 919 F.2d 688, 692-93, 16 USPQ2d 1897, 
1901 (Fed. Cir. 1990) (in banc), cert. denied, 500 U.S. 904 (1991). 


5. E.g., In re Brouwer, 77 F.3d 422, 425, 37 USPQ2d 1663, 1666 
(Fed. Cir. 1996); In re Ochiai, 71 F.3d 1565, 1572, 37 USPQ2d 
1127, 1133 (Fed. Cir. 1995); In re Baird, 16 F.3d 380, 382, 29 
USPQ2d 1550, 1552 (Fed. Cir. 1994). 


6. In re Baird, 16 F.3d 380, 382, 29 USPQ2d 1550, 1552 (Fed. 
Cir. 1994) (“The fact that a claimed compound may be encom- 
passed by a disclosed generic formula does not by itself render that 
compound obvious.”); /n re Jones, 958 F.2d 347, 350 21 USPQ2d 
1941; 1943 (Fed. Cir. 1992) (Federal Circuit has “decline[d] to 
extract from Merck [& Co. v. Biocraft Laboratories Inc., 874 F.2d 
804, 10 USPQ2d 1843 (Fed. Cir. 1989)] the rule that regardless of 
how broad, a disclosure of a chemical genus renders obvious any 
species that happens to fall within it.”). See also In re Deuel, 51 
F.3d 1552, 1559, 34 USPQ2d 1210, 1215 (Fed. Cir. 1995). 


7. E.g., In re Bell, 991 F.2d 781, 783, 26 USPQ2d 1529, 1531 
(Fed. Cir. 1993) (“The PTO bears the burden of establishing a case 
of prima facie obviousness.”); In re Rijckaert, 9 F.3d 1531, 1532, 
28 USPQ2d 1955, 1956 (Fed. Cir. 1993); In re Oetiker, 977 F.2d 
1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Cir. 1992). 


Graham v. John Deere Co., 383 U.S. 1, 17-18 (1966), requires 
that to make out a case of obviousness, one must: (1) determine the 
scope and contents of the prior art; (2) ascertain the differences 
between the prior art and the claims in issue; (3) determine the 
level of skill in the pertinent art; and (4) evaluate any evidence of 
secondary considerations. 


8. E.g., Bell, 991 F.2d at 783-84, 26 USPQ2d at 1531; Rijckaert, 
9 F.3d at 1532, 28 USPQ2d at 1956; Oetiker, 977 F.2d at 1445, 24 
USPQ2d at 1444. 


9. Id. 


10. E.g., In re Brouwer, 77 F.3d 422, 425, 37 USPQ2d 1663, 
1666 (Fed. Cir. 1996)(“[T}he mere possibility that one of the esters 
or the active methylene group-containing compounds . . . could be 
modified or replaced such that its use would lead to the specific 
sulfoalkylated resin recited in claim 8 does not make the process 
recited in claim 8 obvious ‘unless the prior art suggested the 
desirability of [such a] modification’ or replacement.) (quoting /n 
re Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. Cir. 
1984); In re Vaeck, 947 F.2d 488, 493, 20 USPQ2d 1438, 1442 
(Fed. Cir. 1991) (“[A] proper analysis under § 103 requires, inter 
alia, consideration of . . . whether the prior art would have 
suggested to those of ordinary skill in the art that they should make 
the claimed composition or device, or carry out the claimed 
process.”). 


ll. The prior art disclosure may be express, implicit, or 
inherent. Regardless of the type of disclosure, the prior art must 
provide some motivation to one of ordinary skill in the art to make 
the claimed invention in order to support a conclusion of obvious- 
ness. E.g., Vaeck, 947 F.2d at 493, 20 USPQ2d at 1442 (A proper 
obviousness analysis requires consideration of “whether the prior 
art would also have revealed that in so making or carrying out [the 
claimed invention], those of ordinary skill would have a reason- 
able expectation of success.”); In re Dow Chemical Co., 837 F.2d 
469, 473, 5 USPQ2d 1529, 1531 (Fed. Cir. 1988) (“The consistent 
criterion for determination of obviousness is whether the prior art 
would have suggested to one of ordinary skill in the art that this 
process should be carried out and would have a reasonable 
likelihood of success, viewed in the light of the prior art.”); 
Hodosh vy. Block Drug Co., 786 F.2d 1136, 1143 n.5, 229 USPQ 
182, 187 n.5S (Fed. Cir.), cert. denied, 479 U.S. 827 (1986). 


12. When evidence of secondary considerations such as unex- 
pected results is initially before the Office, for example in the 
specification, that evidence should be considered in deciding 
whether there is a prima facie case of obviousness. The determi- 
nation as to whether a prima facie case exists should be made on 
the full record before the Office at the time of the determination. 
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13. Graham v. John Deere, 383 U.S. 1, 17, 148 USPQ 459, 467 
(1966). Accord, e.g., In re Paulsen, 30 F.3d 1475, 1482, 31 
USPQ2d 1671, 1676 (Fed. Cir. 1994). 


14. E.g., Panduit Corp. v. Dennison Mfg. Co., 810 F.2d 1561, 
1568, 1 USPQ2d 1593, 1597 (Fed. Cir.) (“Before answering 
Graham’s ‘content’ inquiry, it must be known whether a patent or 
publication is in the prior art under 35 U.S.C. § 102.”), cert. 
denied, 481 U.S. 1052 (1987). 


15. In re Oetiker, 977 F.2d 1443, 1447, 24 USPQ2d 1443, 1445 
(Fed. Cir. 1992). Accord, e.g., In re Clay, 966 F.2d 656, 658-59, 23 
USPQ2d 1058, 1060 (Fed. Cir. 1992). 


16. In Stratoflex, Inc. v. Aeroquip Corp., 713 F.2d 1530, 1537, 
218 USPQ 871, 877 (Fed. Cir. 1983), the Court noted that “the 
question under 35 U.S.C. § 103 is not whether the differences 
[between the claimed invention and the prior art] would have been 
obvious” but “whether the claimed invention as a whole would 
have been obvious.” (emphasis in original). 


17. See, Ryko Manufacturing Co. v. Nu-Star Inc., 950 F.2d 714, 
718, 21 USPQ2d 1053, 1057 (Fed. Cir. 1991) (“The importance of 
resolving the level of ordinary skill in the art lies in the necessity 
of maintaining objectivity in the obviousness inquiry.”); Uniroyal 
Inc. v. Rudkin-Wiley Corp., 837 F.2d 1044, 1050, 5 USPQ2d 1434, 
1438 (Fed. Cir.), cert. denied, 488 U.S. 825 (1988) (evidence must 
be viewed from position of ordinary skill, not of an expert). 


18. E.g., Ochiai, 71 F.3d at 1569-70, 37 USPQ2d at 1131; 
Deuel, 5\ F.3d at 1557, 34 USPQ2d at 1214 (“[A] prima facie case 
of unpatentability requires that the teachings of the prior art 
suggest the claimed compounds to a person of ordinary skill in the 
art.” (emphasis in original)); Jones, 958 F.2d at 351, 21 USPQ2d 
at 1943-44 (Fed. Cir. 1992); Dillon, 919 F.2d at 692, 16 USPQ2d 
at 1901; In re Lalu, 747 F.2d 703, 705, 223 USPQ 1257, 1258 
(Fed. Cir. 1984) (“The prior art must provide one of ordinary skill 
in the art the motivation to make the proposed molecular modifi- 
cations needed to arrive at the claimed compound.”). See also Jn re 
Kemps, 97 F.3d 1427, 1430, 40 USPQ2d 1309, 1311 (Fed. Cir. 
1996) (discussing motivation to combine). 


19. See, e.g., Baird, 16 F.3d at 383, 29 USPQ2d at 1552 
(observing that “it is not the mere number of compounds in this 
limited class which is significant here but, rather, the total 
circumstances involved”). 


20. Id. 


21. See, e.g., Devel, 51 F.3d at 1558-59, 34 USPQ2d at 1215 
“No particular one of these DNAs can be obvious unless there is 
something in the prior art to lead to the particular DNA and 
indicate that it should be prepared.”); Baird, 16 F.3d at 382-83, 29 
USPQ2d at 1552; Bell, 991 F.2d at 784, 26 USPQ2d at 1531 
(“Absent anything in the cited prior art suggesting which of the § 
1036 possible sequences suggested by Rinderknecht corresponds 
to the IGF gene, the PTO has not met its burden of establishing 
that the prior art would have suggested the claimed sequences.”). 


22. In re Petering, 301 F.2d 676, 681, 133 USPQ 275, 280 
(CCPA 1962)(emphasis in original). Accord /n re Schaumann, 572 
F.2d 312, 316, 197 USPQ 5, 9 (CCPA 1978)(prior art genus 
encompassing claimed species which disclosed preference for 
lower alkyl secondary amines and properties possessed by the 
claimed compound constituted description of claimed compound 
for purposes of 35 U.S.C. § 102(b)). C.f., In re Ruschig, 343 F.2d 
965, 974, 145 USPQ 274, 282 (CCPA 1965) (Rejection of claimed 
compound in light of prior art genus based on Petering is not 
appropriate where the prior art does not disclose a small recog- 
nizable class of compounds with common properties.). 


23. An express teaching may be based on a statement in the prior 
art reference such as an art recognized equivalence. For example, 
see Merck & Co. v. Biocraft Labs., 874 F.2d 804, 807, 10 USPQ2d 
1843, 1846 (Fed. Cir.), cert. denied, 493 U.S. 975 (1989) (holding 
claims directed to diuretic compositions comprising a specific 
mixture of amiloride and hydrochlorothiazide were obvious over a 
prior art reference expressly teaching that amiloride was a pyrazi- 





1243 TMOG 280 
(115) 


noylguanidine which could be co-administered with potassium 
excreting diuretic agents, including hydrochlorothiazide which 
was a named example, to produce a diuretic with desirable sodium 
and potassium eliminating properties). See also, In re Kemps, 97 
F.3d 1427, 1430, 40 USPQ2d 1309, 1312 (Fed. Cir. 1996) (holding 
there is sufficient motivation to combine teachings of prior art to 
achieve claimed invention where one reference specifically refers 
to the other). 


24. E.g., Dillon, 919 F.2d at 696, 16 USPQ2d at 1904. See also 
Deuel, 51 F.3d at 1558, 34 USPQ2d at 1214 (“Structural relation- 
ships may provide the requisite motivation or suggestion to modify 
known compounds to obtain new compounds. For example, a prior 
art compound may suggest its homologs because homologs often 
have similar properties and therefore chemists of ordinary skill 
would ordinarily contemplate making them to try to obtain 
compounds with improved properties.”’). 


25. E.g., Dillon, 919 F.2d at 693, 16 USPQ2d at 1901. 
26. See id. 


27. E.g., In re Jones, 958 F.2d 347, 350, 21 USPO2d 1941, 1943 
(Fed. Cir. 1992) (reversing obviousness rejection of novel dicamba 
salt with acyclic structure over broad prior art genus encompassing 
claimed salt, where disclosed examples of genus were dissimilar in 
structure, lacking an ether linkage or being cyclic); In re Susi, 440 
F.2d 442, 445, 169 USPQ423, 425 (CCPA 1971) (the difference 
from the particularly preferred subgenus of the prior art was a 
hydroxyl group, a difference conceded by applicant “to be of little 
importance.”). 


In the area of biotechnology, an exemplified species may differ 
from a claimed species by a conservative substitution (“the 
replacement in a protein of one amino acid by another, chemically 
similar, amino acid . . . [which] is generally expected to lead to 
either no change or only a small change in the properties of the 
protein.” Dictionary of Biochemistry and Molecular Biology 97 
(John Wiley & Sons, 2d ed. 1989)). The effect of a conservative 


substitution on protein function depends on the nature of the 
substitution and its location in the chain. Although at some 
locations a conservative substitution may be benign, in some 
proteinsonly one amino acid is allowed at a given position. For 
example, the gain or loss of even one methyl group can destabilize 
the structure if close packing is required in the interior of domains. 
James Darnell et al., Molecular Cell Biology 51 (2d ed. 1990). 


28. E.g., Dillon, 919 F.2d at 696, 16 USPQ2d at 1904 (and cases 
cited therein). Cf. Baird, 16 F.3d at 382-83, 29 USPQ2d at 1552 
(disclosure of dissimilar species can provide teaching away). 


29. Baird, 16 F.3d at 382-83, 29 USPQ2d at 1552 (reversing 
obviousness rejection of species in view of large size of genus and 
disclosed “optimum” species which differed greatly from and were 
more complex than the claimed species); Jones, 958 F.2d at 350, 
21 USPQ2d at 1943 (reversing obviousness rejection of novel 
dicamba salt with acyclic structure over broad prior art genus 
encompassing claimed salt, where disclosed examples of genus 
were dissimilar in structure, lacking an ether linkage or being 
cyclic). 


30. Baird, 16 F.3d at 382, 29 USPQ2d at 1552. See also Jones, 
958 F.2d at 350, 21 USPQ2d at 1943 (disclosed salts of genus held 
not sufficiently similar in structure to render claimed species prima 
facie obvious). 


31. For example, a claimed tetra-orthoester fuel composition 
was held to be obvious in light of a prior art tri-orthoester fuel 
composition based on their structural and chemical similarity and 
similar use as fuel additives. Dillon, 919 F.2d at 692-93, 16 
USPQ2d at 1900-02. 


Likewise, claims to amitriptyline used as an antidepressant were 
held obvious in light of the structural similarity to imipramine, a 
known antidepressant prior art compound, where both compounds 
were tricyclic dibenzo compounds and differed structurally only in 
the replacement of the unsaturated 24 carbon atom in the center 
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ring of amitriptyline with a nitrogen atom in imipramine. Jn re 
Merck & Co., 800 F.2d 1091, 1096-97, 231 USPQ 375, 378-79 
(Fed. Cir. 1986). 


Similarly, a claimed protein compound having an amino acid 
sequence including Met-Phe-Pro-Leu-(Asp),-Lys-Y was held to be 
obvious in light of structural similarities to the prior art. One 
reference provided motivation to create fusion proteins in the 
forms X-(Asp),-Lys-Y. Other references taught positioning Met at 
the start of the amino acid sequence and that the sequences 
Phe-Pro-Ile or Leu-Pro-Leu could serve as X in the basic formula. 
The known structural similarity of Ile and Leu meant that 
appellants merely substituted one element known in the art for a 
known equivalent. Thus, the substitution was held to be obvious. 
In re Mayne, No. 95-1522, slip op. at 6-8 (Fed. Cir. Jan. 17, 1997). 


Other structural similarities have been found to support a prima 
facie case of obviousness. E.g., In re May, 574 F.2d 1082, 1093-95, 
197 USPQ 601, 610-11 (CCPA 1978) (stereoisomers); Jn re Wilder, 
563 F.2d 457, 460, 195 USPQ 426, 429 (CCPA 1977) (adjacent 
homologs and structural isomers); In re Hoch, 428 F.2d 1341, 
1344, 166 USPQ 406, 409 (CCPA 1970) (acid and ethyl ester); Jn 
re Druey, 319 F.2d 237, 240, 138 USPQ 39, 41 (CCPA 1963) 
(omission of methyl group from pyrazole ring). 


32. Id. 


33. Dillon, 919 F.2d at 697, 16 USPQ2d at 1905; In re 
Stemniski, 444 F.2d 581, 586, 170 USPQ 343, 348 (CCPA 1971). 


34. In re Albrecht, 514 F.2d 1389, 1392, 1395-96, 185 USPQ 
585, 587, 590 (CCPA 1975)(The prior art compound so irritated 
the skin that it could not be regarded as useful for the disclosed 
anesthetic purpose, and therefore a person skilled in the art would 
not have been motivated to make related compounds.); Stemniski, 
444 F.2d at 586, 170 USPQ at 348 (close structural similarity alone 
is not sufficient to create a prima facie case of obviousness when 
the reference compounds lack utility, and thus there is no motiva- 
tion to make related compounds. ). 


35. Dillon, 919 F.2d at 697, 16 USPQ2d at 1904-05 (and cases 
cited therein). 


36. E.g., id. 
37. Id. at 692, 16 USPQ2d at 1900-01. 


38. Dillon, 919 F.2d at 693, 696, 16 USPQ2d at 1901, 1904. See 
also In re Grabiak, 769 F.2d 729, 731, 226 USPQ 870, 871 (Fed. 
Cir. 1985) (“When chemical compounds have ‘very close’ struc- 
tural similarities and similar utilities, without more a prima facie 
case may be made.”). 


39. Dillon, 919 F.2d at 697-98, 16 USPQ2d at 1905; In re 
Wilder, 563 F.2d 457, 461, 195 USPQ 426, 430 (CCPA 1977); In 
re Linter, 458 F.2d 1013, 1016, 173 USPQ 560, 562 (CCPA 1972). 


40. See, e.g., Dillon, 919 F.2d at 692-97, 16 USPQ2d at 
1901-05; In re Grabiak, 769 F.1d 729, 732-33,226 USPQ 870, 872 
(Fed. Cir. 1985). 


41. See e.g., In re May, 574 F.2d 1082, 1094, 197 USPQ 601, 
611 (CCPA 1978) (prima facie obviousness of claimed analgesic 
compound based on structurally similar prior art isomer was 
rebutted with evidence demonstrating that analgesia and addiction 
properties could not be reliably predicted on the basis of chemical 
structure); In re Schechter, 205 F.2d 185,191, 98 USPQ 144, 150 
(CCPA 1953) (unpredictability in the insecticide field, with ho- 
mologs, isomers and analogs of known effective insecticides 
having proven ineffective as insecticides, was considered as a 
factor weighing against a conclusion of obviousness of the claimed 
compounds). 


42. See, e.g., In re O'Farrell, 853 F.2d 894, 903, 7 USPQ2d 
1673, 1681 (Fed. Cir. 1988). 


43. In re Bell, 991 F.2d 781, 784, 26 USPQ2d 1529, 1531 (Fed. 
Cir. 1993); In re Kulling, 897 F.2d 1147, 1149, 14 USPQ2d 1056, 
1057 (Fed. Cir. 1990). 
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44. Kulling, 897 F.2d at 1149, 14 USPQ2d at 1058; Panduit 
Corp. v. Dennison Mfg. Co., 810 F.2d 1561, 1579 n.42, 1 USQP2d 
1593, 1606 n.42 (Fed. Cir.), cert. denied, 481 U.S. 1052 (1987). 


45. E.g., Dillon, 919 F.2d at 692, 16 USPQ2d at 1901. 


46. In re Soni, 54 F.3d 746, 750, 34 USPQ2d 1684, 1687 (Fed. 
Cir. 1995). 


47. In re Chu, 66 F.3d 292, 299, 36 USPQ2d 1089, 1094-95 
(Fed. Cir. 1995). 


48. E.g., Soni, 54 F.3d at 750, 34 USPQ2d at 1687; In re 
Piasecki, 745 F.2d 1468, 1474, 223 USPQ 785, 789-90 (Fed. Cir. 
1984). 


49. E.g., In re Huang, 100 F.3d 135, 139-40, 40 USPQ2d 1685, 
1689 (Fed. Cir. 1996); In re De Blauwe, 736 F.2d 699, 705, 222 
USPQ 191, 196 (Fed. Cir. 1984). 


50. E.g., In re Soni, 54 F.3d 746, 750, 34 USPQ2d 1684, 1687 
(Fed. Cir. 1995) (error not to consider evidence presented in the 
specification). C.f, In re Alton, 76 F.3d 1168, 37 USPQ2d 1578 
(Fed. Cir. 1996) (error not to consider factual evidence submitted 
to counter a section 112 rejection); /n re Beattie, 974 F.2d 1309, 
1313, 24 USPQ2d 1040, 1042-43 (Fed. Cir. 1992) (Office person- 
nel should consider declarations from those skilled in the art 
praising the claimed invention and opining that the art teaches 
away from the invention.); Piasecki, 745 F.2d at 1472, 223 USPQ 
at 788 (“[Rebuttal evidence] may relate to any of the Graham 
factors including the so-called secondary considerations.”). 


51. Graham v. John Deere Co., 383 U.S. at 17, 148 USPQ at 
467. See also, e.g., In re Piasecki, 745 F.2d 1468, 1473, 223 USPQ 
785, 788 (Fed. Cir. 1984) (commercial success). 


52. Rebuttal evidence may consist of a showing that the claimed 
compound possesses unexpected properties. Dillon, 919 F.2d at 
692-93, 16 USPQ2d at 1901. A showing of unexpected results 
must be based on evidence, not argument or speculation. Jn re 
Mayne, No. 95-1522, slip op. at 9-10 (Fed. Cir. Jan. 17, 1997) 
(conclusory statements that claimed compound posesses unusually 
low immune response or unexpected biological activity that is 
unsupported by comparative data held insufficient to overcome 
prima facie case of obviousness). 


53. E.g., In re GPAC, 57 F.3d 1573, 1580, 35 USPQ2d 1116, 
1121 (Fed. Cir. 1995); Hybritech Inc. v. Monoclonal Antibodies, 
802 F.2d 1367, 1380, 231 USPQ 81, 90 (Fed. Cir. 1986), cert. 
denied, 480 U.S. 947 (1987). 


54. E.g., In re Oelrich, 579 F.2d 86, 91-92, 198 USPQ 210, 214 
(CCPA 1978) (Expert opinions regarding the level of skill in the art 
were probative of the nonobviousness of the claimed invention.); 
Piasecki, 745 F.2d at 1471, 1473-74, 223 USPQ at 790 (Evidence 
of non-technological nature is pertinent to the conclusion of 
obviousness. The declarations of those skilled in the art regarding 
the need for the invention and its reception by the art were 
improperly discounted by the Board); Beattie, 974 F.2d at 1313, 24 
USPQ2d at 1042-43 (Seven declarations provided by music 
teachers opining that the art teaches away from the claimed 
invention must be considered, but were not probative because they 
did not contain facts and did not deal with the specific prior art that 
was the subject of the rejection.). 


55. Id. See also In re Alton, 76 F.3d 1168, 1174-75, 37 USPQ2d 
1578, 1582-83 (Fed. Cir. 1996). 


56. The Federal Circuit has acknowledged that applicant bears 
the burden of establishing nexus, stating: 


In the ex parte process of examining a patent application, 
however, the PTO lacks the means or resources to gather evidence 
which supports or refutes the applicant’s assertion that the sales 
constitute commercial success. c.f. Ex parte Remark, 15 USPQ2d 
1498, 1503 ({BPAI] 1990) (evidentiary routine of shifting burdens 
in civil proceedings inappropriate in ex parte prosecution proceed- 
ings because examiner has no available means for adducing 
evidence). Consequently, the PTO must rely upon the applicant to 
provide hard evidence of commercial success. 
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In re Huang, 100 F.3d 135, 139-40, 40 USPQ2d 1685, 1689 
(Fed. Cir. 1996). See also GPAC, 57 F.3d at 1580, 35 USPQ2d at 
1121; In re Paulsen, 30 F.3d 1475, 1482, 31 USPQ2d 1671,1676 
(Fed. Cir. 1994). 


57. E.g., Paulsen, 30 F.3d at 1482, 31 USPQ2d at 1676. 
(Evidence of commercial success of articles not covered by the 
claims subject to the 35 U.S.C. § 103 rejection was not probative 
of nonobviousness). 


58. E.g., In re Kulling, 897 F.2d 1147, 1149, 14 USPQ2d 1056, 
1058 /Fed. Cir. 1990); In re Grasselli, 713 F.2d 731, 743, 218 
USPQ 769, 777 (Fed. Cir. 1983). In re Soni, 54 F.3d 746, 34 
USPQ2d 1684 (Fed. Cir. 1995) does not change this analysis. In 
Soni, the Court declined to consider the Office’s argument that the 
evidence of non-obviousness was not commensurate in scope with 
the claim because it had not been raised by the Examiner. 54 F.3d 
at 751, 34 USPQ2d at 1688. 


When considering whether proffered evidence is commensurate 
in scope with the claimed invention, Office personnel should not 
require the applicant to show unexpected results over the entire 
range of properties possessed by a chemical compound or com- 
position. E.g., In re Chupp, 816 F.2d 643,646, 2 USPQ2d 1437, 
1439 (Fed. Cir. 1987). Evidence that the compound or composition 
possesses superior and unexpected properties in one of a spectrum 
of common properties can be sufficient to rebut a prima facie case 
of obviousness. /d. 


For example, a showing of unexpected results for a single 
member of a claimed subgenus, or a narrow portion of a claimed 
range would be sufficient to rebut a prima facie case of obvious- 
ness if a skilled artisan “could ascertain a trend in the exemplified 
data that would allow him to reasonably extend the probative value 
thereof.” Jn re Clemens, 622 F.2d § 1029, § 1036, 206 USPQ 289, 
296 (CCPA 1980) (Evidence of the unobviousness of a broad range 
can be proven by a narrower range when one skilled in the art 
could ascertain a trend that would allow him to reasonably extend 
the probative value thereof.). But see, Grasselli, 713 F.2d at 743, 
218 USPQ at 778 (evidence of superior properties for sodium 
containing composition insufficient to establish the non-obvious- 
ness of broad claims for a catalyst with “an alkali metal” where it 
was well known in the catalyst art that different alkali metals were 
not interchangeable and applicant had shown unexpected results 
only for sodium containing materials); Jn re Greenfield, 57\ F.2d 
1185, 1189, 197 USPQ 227, 230 (CCPA 1978) (evidence of 
superior properties in one species insufficient to establish the 
nonobviousness of a subgenus containing hundreds of com- 
pounds); In re Lindner, 457 F.2d 506, 508, 173 USPQ 356,358 
(CCPA 1972) (one test not sufficient where there was no adequate 
basis for concluding the other claimed compounds would behave 
the same way). 


59. E.g., Chupp, 816 F.2d at 646, 2 USPQ2d at 1439; Clemens, 
622 F.2d at § 1036, 206 USPQ at 296. 


60. Where the claims are not limited to a particular use, and 
where the prior art provides other motivation to select a particular 
species or subgenus, a showing of a new use may not be sufficient 
to confer patentability. See Dillion, 919 F.2d at 692, 16 USPQ2d at 
1900-01. 


61. Piasecki, 745 F.2d at 1473, 223 USPQ at 788. 


62. E.g., Piasecki, 745 F.2d at 1472-73, 223 USPQ at 788; In re 
Eli Lilly & Co., 902 F.2d 943, 945, 14 USPQ2d 1741, 1743 (Fed. 
Cir. 1990). 


63. E.g., Piasecki, 745 F.2d at 1472, 223 USPQ at 788; Eli Lilly, 
902 F.2d at 945, 14 USPQ2d at 1743. 


64. Dillon, 919 F.2d at 693, 16 USPQ2d at 1901; Jn re Mills, 916 
F.2d 680, 683, 16 USPQ2d 1430, 1433 (Fed. Cir. 1990). 


[1196 OG 37] 
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f the closest prior art is a single rererence disclosing a genus, determine whether the claimed 
species or SuDgenus would have been obvious to one of ordinary skill in the pertinent art at the 
time the invention was made by performing the following analysis... 





Determine Whether a Prime Facie Case of Obviousness Exists 
Based on Entire Record initially Before PTO 


e Consider the Graham Factors 


e Determine Whether There Would Have Been Motivation to 
Select the Claimed Species or Subgenus 




















ls There a Teaching of 
Structural Similarity? 






































































































































Determine Whether Rebuttal Evidence is 
Sufficient to Overcome Prima Fecie Case 
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| Reconsider Ail Evidence and Clearly Communicate Findings and Conclusions | 




















Fesruary 20, 2001 


(116) DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 


RIN 0651-AB20 


Notice of Roundtable on Computer-Implemented Business 
Method Patent Issues 


AGENCY: United States Patent and Trademark Office, Commerce. 


ACTION: Notice of roundtable on computer-implemented busi- 
ness method patent issues. 


SUMMARY: As part of the recently announced business method 
patent initiative, the United States Patent and Trademark Office 
(USPTO) is holding a roundtable, the purpose of which is to 
discuss the history behind computer-implemented business 
method patents and to identify ways to improve the USPTO’s 
current examination approach to computer-implemented business 
method patent applications. Members of the public are invited to 
attend the roundtable, or to participate as a panelist in the 
roundtable discussion, on the topics outlined in the supplementary 
information section of this notice, or other related topics. Individu- 
als who are not selected, or do not wish to apply for selection as 
panelists may request to attend the discussion as an audience 
member. The roundtable is an opportunity for an informal discus- 
sion. Panelists will be asked to provide their individual input; 
group consensus advice will not be sought. 


DATES: The roundtable will be held on Thursday, July 27, 2000, 
from 9 a.m. to 4:30 p.m. Self-nominations to participate as a 
panelist and requests for attendance at the roundtable must be 
received by no later than July 7, 2000. 


ADDRESSES: 
Location of the Roundtable 


The roundtable will be held at the Crystal City Sheraton Hotel, 
1800 Jefferson Davis Highway, Arlington, VA 22202. 


Mailing Address for Self-Nominations and Requests for Atten- 
dance 


Self-nominations to participate as a panelist and requests for 
attendance at the roundtable should be addressed to Director of the 
United States Patent and Trademark Office, Box 4, United States 
Patent and Trademark Office, Washington, DC 20231, marked to 
the attention of Elizabeth Shaw. Self-nominations may also be 
submitted by facsimile to (703) 305-7575, or by electronic mail 
through the Internet to elizabeth.shaw2 @uspto.gov. 


FOR FURTHER INFORMATION CONTACT: Jennifer Lucas by 
telephone at (703) 305-9300, by facsimile at (703) 305-8885, by 
electronic mail at jennifer.lucas@uspto.gov, or by mail addressed 
to Director of the United States Patent and Trademark Office, Box 
Comments-Patents, Commissioner for Patents, Washington, DC 
20231. 


SUPPLEMENTARY INFORMATION: 
Background 


The number of patent applications related to computer-imple- 
mented business methods in Class 705 grew from 1,300 to 2,600 
between FY 1998 and FY 1999. Much of this growth may be 
attributed to the decision in State Street Bank & Trust Co. v. 
Signature Financial Group Inc., 149 F.3d 1368, 47 USPQ2d 1596 
(Fed. Cir. 1998), that held that computer-implemented business 
methods are eligible for patent protection under 35 U.S.C. 101. 

Electronic commerce is an extremely significant component of 
today’s technology-driven economy. While less than one percent 
of the 290,000 applications filed with the USPTO last year related 
to computer-implemented business methods in Class 705, com- 
puter-implemented business method patents play an important role 
in this growing industry. In an effort to enhance the quality of the 
examination of business method patent applications, the USPTO is 
interested in working together with the software, Internet, and 
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electronic commerce industry to identify ways to improve current 
business operations and solve business methods-related issues, 
including access to software-related prior art. 

On March 29, 2000, the USPTO announced the business method 
patent initiative, which includes industry outreach and quality 
programs. The industry outreach programs are intended to encom- 
pass the establishment of a customer partnership with industry, the 
convening of a roundtable forum, and an effort to obtain industry 
feedback on prior art issues. 

The quality programs encompass steps to enhance the technical 
training of examiners, revise the examination guidelines and 
examples, and expand current prior art search activities. This 
includes a review of mandatory search areas, the establishment of 
a new second-level review of all allowed applications in Class 705, 
and an expansion of the sampling size for quality review along 
with the introduction of a new in-process review of Office actions 
to focus on field of search and patentability issues involving 
novelty and nonobviousness. 

As part of this initiative, the USPTO invites members of the 
public to attend the roundtable or to participate as a panelist in the 
roundtable discussion. Panelists will be asked to provide their 
individual input. Attendees will be invited to ask questions and 
provide comments. The intent of this roundtable is to offer an 
informal forum for a free and open discussion of issues relating to 
the topics outlined in the supplemental section of this notice. 
Group consensus advice will be avoided in the roundtable. 


Participation as a Panelist in the Roundtable Discussion 


The roundtable will be an open forum providing a fair and open 
opportunity for panelists to discuss major issues related to patent 
protection for computer-implemented business methods and for 
the public at large to observe and listen to the discussion, ask 
questions and provide comments. Panelists will be discussing the 
topics outlined in the supplemental section of this notice, or other 
related topics. During the roundtable discussion, the issues ad- 
dressed by the panelists will be facilitated by a moderator. The 
USPTO will select panelists from self-nominations based on 
qualifications that will offer a broad range of expertise and 
perspectives on the topics listed in the suppizmental section. In 
addition to selection of panelists from the self-nominations, the 
USPTO may also solicit participation from various members of the 
patent community and academia. The USPTO would like the panel 
to include a cross-section of various stakeholders, such as start-up 
and established e-commerce companies, corporations, attorneys, 
database managers and creators, academia representatives, and 
trade associations representatives. 

Those interested in participating in the roundtable discussion as 
a panelist should send their self-nominations to the attention of 
Elizabeth Shaw, addressed to Director of the United States Patent 
and Trademark Office, Box 4, United States Patent and Trademark 
Office, Washington, DC 20231. Self-nominations must include the 
participant’s name, affiliation, title, mailing address, telephone 
number, and a short resume reflecting the participant’s knowledge 
of and/or interest in the USPTO business method patent initiative. 
Facsimile number and Internet mail address, if available, should 
also be provided. Individuals will be notified of accepted self- 
nominations by the USPTO approximately one week prior to the 
date of the roundtable. Non-accepted nominees will also be 
notified by the USPTO. No one will be permitted to participate as 
a panelist in the roundtable discussion without prior approval. 

Individuals who would like to attend the roundtable discussion 
as an audience member in the event that they are not selected to 
participate as a panelist, must include a statement with their 
self-nomination explicitly requesting attendance. If such a state- 
ment is included with the self-nomination, a separate request for 
attendance is not required. As discussed below, these requests will 
be honored on a first-come, first-served basis. 


Audience Attendance at the Roundtable Discussion 


Attendees will be provided with audience-style seating to watch 
and listen to the panel discussions. Attendees will be given the 
opportunity to submit questions and comments during the question 
and answer periods. 

Those interested in attending should send their requests for 
attendance, to the attention of Elizabeth Shaw, addressed to 
Director of the United States Patent and Trademark Office, Box 4, 
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Washington, DC 20231; facsimile (703) 305-7575; or e-mail 
elizabethshaw2 @uspto.gov. Requests for attendance must include 
the attendee’s name, affiliation, title, mailing address, and tele- 
phone number. Facsimile number and Internet mail address, if 
available, should also be provided. Roundtable attendees will be 
accepted as requests are received. Requests for attendance will be 
honored on a first-come, first-served basis according to the time 
and date of receipt of each request. Because of space consider- 
ations, approximately 150 members of the public will be accepted 
as attendees. In order to ensure a broad cross-section of attendees 
the USPTO reserves the right to limit the number of attendees from 
any single organization or law firm. Therefore, organizations and 
law firms must designate their official representatives. Individuals 
will be notified of accepted requests for attendance by the USPTO 
approximately one week prior to the date of the roundtable. 
Non-accepted requesters will also be notified by the USPTO. No 
one will be permitted to attend without prior approval. 


Topics for the Roundtable Discussion 


The roundtable will begin with an overview and history of 
computer-implemented business method patents and the State 
Street Bank decision, as well as what is happening today on this 
issue. This portion will be followed by roundtable discussions on 
the examination and economic issues surrounding business 
method patents. The topics to be discussed by the roundtable 
participants will include: 

A. How computer-implemented business method applications 
are examined. 


--Eligibility for patenting 
--Novelty and nonobviousness requirements, including automation 
of known processes 


B. The impact of patent protection for computer-implemented 
business methods on the innovation, evolution and development of 
electronic commerce. 


--Are computer-implemented business method patents encourag- 
ing or curbing growth in innovation? 

--Are there empirical studies or evidence that support either 
conclusion? 


C. Creation of a business methods prior art database for 
searching computer-implemented business method patent applica- 
tions. 


--Unique characteristics of business methods prior art 

--Types of prior art in the new database and the accessibility of the 
prior art 

--Challenges in creating the business methods prior art database 


D. Discussion of the USPTO’s Business Method Patent Initia- 
tive announced on March 29, 2000. 


--Does the initiative adequately address concerns raised about the 
examination of computer-implemented business method patent 
applications? 

--Are there other issues related to computer-implemented business 
methods on which the USPTO should be focusing? 


Classification Section 


It has been determined that this notice is significant for purposes 


of Executive Order 12866. This notice involves information 
collection requirements related to the filing and processing of a 
patent application and which are subject to review by the Office of 
Management and Budget (OMB) under the Paperwork Reduction 
Act of 1995 (44 U.S.C. 3501 et seq.). These information collec- 
tions have been reviewed and previously approved by the Office of 
Management and Budget under the following control numbers: 
0651-0031 and 0651-0032. The United States Patent and Trade- 
mark Office is not resubmitting information collection packages to 
OMB for its review and approval because the changes under 
consideration do not affect the information collection requirements 
associated with the information collections under these OMB 
control numbers. Notwithstanding any other provision of law, no 
person is required to respond nor shall a person be subject to a 
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penalty for failure to comply with a collection of information 
subject to the requirements of the Paperwork Reduction Act unless 
that collection of information displays a currently valid OMB 
Control Number. 
June 16, 2000 Q. TODD DICKINSON 
Under Secretary of Commerce for 
Intellectual Property and Director of the 
United States Patent and Trademark Office 
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Legal Analysis to Support Proposed Examination 
Guidelines for Computer-Implemented Inventions 


I. Introduction [Guidelines § 1.A.] 


The Office has developed Proposed Examination Guidelines for 
Computer-Implemented Inventions’ and this legal analysis (collec- 
tively, the “guidelines”’) to assist Office personnel in the examina- 
tion of applications drawn to computer-implemented inventions. 
The guidelines are based on the Office’s current understanding of 
the law, and represent the official policy of the Patent and 
Trademark Office. Office personnel are to rely on these guidelines 
in the event of any inconsistent treatment of issues between these 
guidelines and any earlier provided guidance from the Office. 

The guidelines alter the procedures Office personnel shall 
employ to examine applications drawn to computer-implemented 
inventions. 

The guidelines also clarify the Office’s position on certain 
patentability standards related to this field of technology. The 
positions set forth in these guidelines are believed to be fully 
consistent with the binding precedent of the Supreme Court, and 
the Federal Circuit and its predecessor courts. 

The Freeman-Walter-Abele” test, while of limited value, may 
still be relied upon in analyzing claims directed solely to a process 
for solving a mathematical algorithm. “Business methods” are to 
be analyzed the same way as any other process. 

The appendix includes the proposed guidelines and a graphic 
overview of how Office personnel will conduct an examination to 
determine statutory subject matter. 


II. Determine What Applicant Has Invented and Is Seeking to 
Patent [Guidelines § 1.B.1.] 


It is essential that patent applicants obtain a prompt yet 
complete examination of their applications. Thus, Office personnel 
must raise any issue that may affect patentability in the initial 
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action on the merits. Under the principles of compact prosecution, 
each claim should be reviewed for compliance with every statutory 
requirement of patentability in the initial review of the application, 
even if one or more claims is found to be deficient with respect to 
one statutory requirement. Deficiencies should be explained 
clearly, particularly when they serve as a basis for a rejection. 
Where possible, Office personnel should indicate how rejections 
may be overcome and problems resolved. A failure to follow this 
approach can lead to unnecessary delays in the prosecution of the 
application. 

Prior to focusing on any specific statutory requirements, Office 
personnel must begin examination by determining what, precisely, 
the applicant has invented and is seeking to patent,’ and how the 
claims relate to and define that invention. Consequently, Office 
personnel will no longer begin examination by determining if a 
claim recites a “mathematical algorithm.” Rather, they will review 
the complete specification, including the detailed description of the 
invention, any specific embodiments that have been disclosed, the 
claims and the specific utility that has been asserted for the 
invention. 


A. Identify and Understand the Practical Utility Asserted for 
the Invention [Guidelines § 1.B.1.(a)] 


The subject matter sought to be patented must be a “useful” 
process, machine, manufacture or composition of matter. Accord- 
ingly, a complete disclosure should contain some indication of 
why the applicant believes the claimed invention is “useful.” This 
“usefulness” of the invention is called the “specific” or “practical” 
utility of the invention. Specific or practical utility is simply a 
shorthand way of attributing “real world” value to the claimed 
subject matter, i.e., assuring there is some benefit to the public.* An 
invention that has some practical application satisfies the utility 
requirement.° 

The applicant is in the best position to explain why an invention 
is believed useful. Office personnel should therefore focus their 
efforts on identifying statements made in the specification that 
identify a practical application for the invention. Office personnel 
should rely on such statements throughout the examination when 
assessing the invention for compliance with all statutory criteria. 
Deficiencies under the utility requirement will be rare, however. 
Further guidance in evaluating an asserted specific utility for 
compliance with § 101 is provided below and in the Utility 
Examination Guidelines.° If the applicant asserts a practical utility 
for the invention, Office personnel should review the entire 
disclosure to determine the features necessary to accomplish the 
asserted practical utility. 


B. Review the Detailed Disclosure and Specific Embodiments 
of the Invention to Determine What the Applicant Has In- 
vented [Guidelines § 1.B.1(a)] 


The written description will provide the clearest explanation of 
the applicant’s invention, by exemplifying the invention, explain- 
ing how it relates to the prior art and by explaining the relative 
significance of various features of the invention. Accordingly, 
Office personnel should begin their evaluation of a computer- 
implemented invention as follows: 


-- determine what the programmed computer does when it per- 
forms the processes dictated by the software (i.e., the functionality 
of the programmed computer);’ 


-- determine how the computer is to be configured to provide that 
functionality (i.e., what elements constitute the programmed 
computer and how are those elements to be configured to provide 
the specified functionality); and 


-- if applicable, determine the relationship of the programmed 
computer to other subject matter that constitutes the invention 
(e.g., machines, devices, materials, or process steps other than 
those that are part of or performed by the programmed computer).* 


Patent applicants can assist the Office by preparing aqytenion 
that clearly set forth these aspects of a cc 
invention. 





r 
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C. Analyze the Claims [Guidelines § 1.B.1.(b)] 


The claims define the property rights provided by a patent, and 
thus require careful scrutiny. The goal of claim analysis is to 
identify the boundaries of the protection sought by the applicant 
and to understand how the claims relate to and define what the 
applicant has indicated is the invention. Office personnel must 
analyze the language of a claim before determining if the claim 
complies with each statutory requirement for patentability. 

Office personnel should begin claim analysis by identifying and 
evaluating each claim element. For processes, the claim elements 
will define steps or acts to be performed. For products, i.e., 
machines and articles of manufacture, the claim elements will 
define discrete physical structures. The discrete physical structures 
may be comprised of hardware or a combination of hardware and 
software. 

As provided in the guidelines, Office personnel are to correlate 
each claim element to that portion of the disclosure that describes 
the claim element. This is to be done in all cases, i.e., whether or 
not the claimed invention is defined using means or step plus 
function language. The correlation step will ensure that Office 
personnel clearly understand the meaning and scope of each claim 
limitation. 

The subject matter of a properly construed claim is defined by 
the terms that limit its scope, and it is this subject matter that must 
be examined. As a general matter, the grammar and intended 
meaning of terms used in a claim will dictate whether the language 
limits the claim scope. Language that suggests or makes optional 
but does not require steps to be performed or does not limit a claim 
to a particular structure does not limit the scope of a claim or claim 
element. 

Office personnel must rely on the applicant's disclosure to 
properly determine the meaning of terms used in the claims.’ An 
applicant is entitled to be his or her own lexicographer, and in 
many instances will provide an explicit definition for certain terms 
used in the claims. Where an explicit definition is provided by the 
applicant for a term, that definition will control interpretation of 
the term as it is used in the claim. Office personnel should 
determine if the original disclosure provides a definition consistent 
with the applicant's assertions. ' If the applicant asserts that a term 
has a meaning that conflicts with the term’s art-accepted meaning, 
Office personnel should encourage the applicant to amend the 
claim to better reflect what applicant intends to claim as the 
invention. 

Office personnel are to give claims their broadest reasonable 
interpretation in light of the supporting disclosure.'' With the 
exception of claim elements defined in means or step plus function 
terminology, positive limitations on the scope of a claim cannot be 
read into the claims based on comments or explanations provided 
in the disclosure.'? While it is appropriate to use the specification 
to determine what applicant intended a term to mean, a positive 
limitation from the specification cannot be read into a claim that 
does not impose that limitation. A broad interpretation of the 
claims by the Office will reduce the possibility that the claim, 
when issued, will be interpreted more broadly than is justified or 
intended. An applicant always has the opportunity to amend the 
claims during prosecution to better reflect the intended scope of 
the claim. 

Finally, when evaluating the scope of a claim, every limitation 
in the claim must be considered.'? Office personnel may not 
dissect a claimed invention into discrete elements and then 
evaluate the elements in isolation. Instead, each claimed element 
of the invention must be considered in the context of the claim as 
a whole. 


Ill. Assess Claimed Invention for Compliance with 35 U.S.C. § 
101 [Guidelines § 1.B.1.(c)} 


As the Supreme Court has held, Congress chose the expansive 
language of § 101 so as to include “anything under the sun that is 
made by man.” Accordingly, § 10i of title 35, United States Code, 
provides: 

Whoever invents or discovers any new and useful process, 
machine, manufacture, or composition of matter, or any new and 
useful improvement thereof, may obtain a patent, therefor, subject 
to the conditions and requirements of this title.'* 
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As cast, § 101 defines four categories of inventions that 
Congress deemed to be the appropriate subject matter of a patent; 
namely, processes, machines, manufactures or compositions of 
matter. The latter three categories define “things” while the process 
category defines inventions that consist of “actions” (i.e., a series 
of steps or acts to be performed).'® 

Federal courts have held that § 101 does have certain limits. 
First, the phrase “anything under the sun that is made by man” is 
limited by the text of § 101, meaning that one may only patent 
something that is a machine, manufacture, composition of matter 
or a process.'’ Second, § 101 requires that the subject matter 
sought to be patented be a “useful” invention. Accordingly, a 
complete definition of the scope of § 101, reflecting Congressional 
intent, is that any new and useful process, machine, manufacture or 
composition of matter under the sun that is made by man is the 
proper subject matter of a patent. Subject matter not within one of 
the four statutory invention categories or which is not “useful” in 
a patent sense, accordingly, is not eligible to and cannot be 
patented. 

The subject matter courts have found to be outside the four 
statutory categories of invention is limited to abstract ideas, laws 
of nature and natural phenomena. While this is easily stated, 
determining whether an applicant is seeking to patent an abstract 
idea, a law of nature or a natural phenomenon has proven to be 
challenging. These three exclusions recognize that subject matter 
that is not a practical application or use of an idea, a law of nature 
or a natural phenomenon is not patentable. ve 

Courts have expressed a concern over “preemption” of ideas, 
law of natures or natural phenomena.'? The concern over preemp- 
tion serves to bolster and justify the prohibition against the 
patenting of such subject matter. Such concerns are only relevant 
to claiming a scientific truth or principle. Thus, a claim to an 
“abstract” idea is non-statutory because it does not represent a 


practical application of the idea, not because it would preempt the 
idea. 


A. Determine Whether The Invention is “Useful” 


To be patentable, an invention must be “useful” (i.e., it must 
have a practical application). The purpose of this requirement is to 
limit patent protection to inventions that possess a certain level of 

“real world” value, as opposed to subject matter that represents 
nothing more than an idea or concept, or is simply a starting point 
for future investigation or research.”° The utility of an invention 
must be within the “technological” arts.?' This requirement can be 
discerned from the variously phrased prohibitions against the 
patenting of abstract ideas, laws of nature or natural phenomenon. 
Courts have indicated that any technological or utilitarian purpose 
may serve as an appropriate utility.” 

Office personnel should confirm that the utility asserted for an 
invention is a practical application of the invention. If the utility of 
an “invention” is only as an object of philosophical inquiry or to 
be appreciated in terms of its literary or artistic value, the claimed 
invention should be rejected under § 101. 

Additionally, Office personnel have struggled with claims di- 
rected to methods of doing business. A method of doing business 
is to be treated like any other process. 


B. Classify the Invention as to Its Proper Statutory Category 


To properly assess compliance with the statutory invention 
requirements of § 101, Office personnel should ‘classify each 
specifically claimed invention into one statutory or non-statutory 
category. If the subject matter falls into a non-statutory category, 
that should not preclude complete examination of the application 
for all other conditions of patentability. This classification is only 
an initial finding at this point in the examination process that will 
be again assessed after the examination for compliance with §§ 
112, 102 and 103 and before issuance of any Office action. 


1. Non-Statutory Subject Matter [Guidelines § I.B.1.(c)(i) & 
(ii) 


Claims that are clearly non-statutory are those that define: 
-- a “data structure” per se or computer program per se, i2.. 


information rather than a comp process or spe- 
cific machine or computer readable memory manufacture; 
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-- a compilation or arrangement of non-functional information 
or a known machine-readable storage medium that is encoded with 
such information; 


- natural phenomena such as electricity and magnetism. 


Claims in this form are indistinguishable from abstract ideas, 
laws of nature and natural phenomena and may not be patented. 
Claims to processes that do nothing more than solve mathematical 
problems or manipulate abstract ideas or concepts are more 
complex to analyze and are addressed below. See section 3. 


(a) “Data Structures” Per Se or Computer Programs Per Se 


Computers manage data by arranging the data in a particular 
order or sequence. The relationship that exists among the ordered 
data elements (i.e., the individual facts or data) is called a “data 
structure.” Data structures in this sense are not statutory products 
because they are not physical “things” nor are they statutory 
processes, as they are not “acts” being performed.** In other 
words, when defined without any physical structure, a “data 
structure” is nothing more than information that explains a 
relationship that exists among ordered data, and therefore is 
non-statutory. In contrast, a memory circuit whose structure 
represents a practical application or use of a data structure is a 
statutory manufacture. Accordingly, it is important to distinguish 
claims that define information per se from claims that define 
statutory inventions that are based on or use non-statutory infor- 
mation. 

Similarly, computer programs per se are not physical “things,” 
nor are they statutory processes, as they are not “acts” being 
performed. In contrast, a computer process that is implemented 
using a computer program, a specific computer reconfigured by a 
computer program, or a memory circuit whose structure is defined 
by a computer program are statutory. 

If a computer program is recited in a claim, Office personnel 
should determine if the computer program is being used to 
describe the physical structure of a manufacture or machine, or 
steps to be performed by a computer, or is intended to be the object 
of the patent, per se. 

If it is clear that the claim uses the computer program elements 
to define actions to be performed by a computer, Office personnel 
should treat the claim as a process claim. If the computer program 
elements are recited in conjunction with a physical structure, such 
as a computer memory, the claim should be treated as a product 
claim. If the claimed subject matter cannot be treated as a process 
and does not have any physical structure, then it is non-statutory 
“information.” 

If an applicant challenges the Office’s classification of a claim 
containing computer program elements without any physical 
structure as a process rather than a product, the claim should be 
rejected under § 101. Office personnel should also object to the 
specification under 37 CFR 1.71(b) if such an assertion is made, as 
the complete invention contemplated by the applicant has not been 
cast precisely as being an invention within one of the statutory 
categories. 


(b) Non-Functional Information 


The term “information” is the “communication of data.” It is 
also used to mean signals representing data. It is the latter 
definition that is used in these guidelines. 

Certain information, such as music, literature, art, and photo- 
graphs, as well as mere facts or data,”* cannot impart functionality 
to a computer. Such “information” is not a process, machine, 
manufacture or composition of matter. 

The policy that precludes the patenting of non-functional data 
would be easily frustrated if the same data could be patented as an 
article of manufacture. For example, music is commonly sold to 
consumers in the format of a compact disc. In such cases, the 
known compact disc acts as nothing more than a carrier for 
non-functional data. 

The non-functional content (e.g., words, images, or other 
information) cannot provide the practical utility for the manufac- 
ture. Function-imparting information is necessary to create a 
functional and useful physical manufacture (e.g., a computer 
memory encoded with data that causes a computer to function in 
a particular manner). If the utility for the encoded medium is 
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dependent upon a human appreciating the artistic or other value of 
the information content, the claimed invention should be rejected 
under § 101. 


(c) Natural Phenomena Such as Electricity and Magnetism 


Claims that recite nothing but the physical characteristics of a 
form of energy, such as a specific radio frequency, voltage, or the 
strength of a magnetic field, define energy or magnetism, per se, 
and as such are non-statutory. A claim directed to a natural 
phenomenon such as energy or magnetism, which does not recite 
the practical application of that phenomenon in a process or a 
product, is to be rejected under § 101. 


2. Statutory Subject Matter 
(a) Statutory Products 


If a claim defines a useful machine or manufacture by identi- 
fying the physical structure of the machine or manufacture in 
terms of its hardware or hardware and software combination, it 
defines a statutory product.”° 


(i) Product Claims--Claims Directed to Machines and Manu- 
factures 


Claims that define a computer-implemented invention as a 
specific machine or article of manufacture must define the physical 
structure of the machine or manufacture in terms of its hardware 
and associated functional software. The applicant may define the 
physical structure of a programmed computer or its hardware or 
software components in any manner that can be clearly understood 
by a person skilled in the relevant art. Generally a claim drawn to 
a particular programmed computer should identify the elements of 
the computer and indicate how those elements are configured in 
either hardware or a combination of hardware and software. 

A computer-related “manufacture” will typically be a compo- 
nent of a specific computer, such as a logic circuit or a computer 
memory. A manufactured computer memory containing a physical 
structure representing encoded computer-readable instructions, 
such as a computer program, is a statutory article of manufacture 
because the encoded computer-readable instructions give the 
manufactured memory a new form or structure, and new qualities 
or properties (e.g., the ability to cause a computer to function in a 
particular, predefined manner). 

To adequately define a computer memory with a particular 
functionality, the claim must identify the physical characteristics 
of the memory (e.g., a logic circuit or a storage medium), and the 
functionality of the memory. A computer memory may be defined 
in a claim as: 


-- a logic circuit that results when a programmed computer 
performs a series of steps dictated by a computer program;~ 


-- a memory defined by its functional and/or structural character- 
eae 
istics;~" or 


-- a memory whose physical structure is defined by the act of 
storing computer-executable program code on the memory. 


(ii) Claims that Encompass Any Machine or Manufacture 
Embodiment of a Process 


A claim cast in product claim format that, when read in light of 
the specification, encompasses any computer implementation of a 
process should be examined on the basis of the underlying process. 
Such a claim can be recognized as it will: 


-- define the physical characteristics of a computer or computer 
component exclusively as functions or steps to be performed on or 
by a computer, and 


-- encompass any product in the stated class (e.g., computer, 
computer-readable memory) configured in any manner to perform 
that process. 


The following hypotheticals illustrate this distinction. Assume 
two applicants present a claim to the following process: 
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A process for determining and displaying the structure of a 
chemical compound comprising: 


(a) solving the wavefunction parameters for the compound to 
determine the structure of a compound; 


(b) displaying the structure of the compound determined in step 
(a). 
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In addition, each applicant claims an apparatus, and provides the 
noted disclosure to support the claims. 





Applicant A 


Apparatus 
Claim 


A computer system for 
determining the three 
dimensional structure of 


a chemical compound comprising: 


(a) means for determining 
the three dimensional 
structure of a compound; 
(b) means for creating and 
displaying an image 
representing a three- 
dimensional perspective of 
the compound. 

The disclosure describes 
computer program code 
segments that are to be 
employed in configuring a 
general purpose micro- 
processor to create specific 
logic circuits. These 

circuits are indicated to be 
the “means” corresponding to 
the claimed means elements. 


Disclosure 


Result Claim defines specific 
computer, patentability 
stands independently from 
process claim. 
Explanation Disclosure identifies the 
specific machine capable of 
performing the indicated 
functions. 


Applicant B 


A computer system for 
determining the three 
dimensional structure of a 
chemical compound comprising: 
(a) means for determining ~ 
the three dimensional 
structure of a compound; 
(b) means for displaying 
the structure of the 
compound determined in 
step (a). 


This disclosure states that 

it would be a matter of 

routine skill to select an 
appropriate computer system 
and implement the claimed 
process on that computer 
system. No specific 

disclosure is made 

regarding the two “means” 
elements recited in the 

claim (i.e., no computer 
program or logic circuit is 
described that can perform 

the indicated functions). 

The disclosure does provide 

an explanation of how to 

solve the wavefunction 
equations of a chemical 
compound, and indicates that 
the solutions of those 
wavefunction equations can 

be employed to determine 

the physical structure of 

the corresponding compound. 
Claim encompasses any 
computer embodiment of 
process claim; patent 

ability stands or falls 

with process claim. 

In this scenario, the 

applicant has not provided 

any information that can 

serve to distinguish the 
“implementation” of the process 
on a computer from the factors 
that will govern the patentability 
determination of the process per se. 
As such, the patentability of this 
apparatus claim will stand or fall 
with that of the process claim 





Office personnel are reminded that finding a product claim to 
encompass any product embodiment a “process” invention simply 
means that the Office will presume that the product claim encom- 
passes any product in the stated class that performs the specified 
set of functions. Because this is interpretive and nothing more, it 
does not provide any information as to the patentability of the 
applicant's underlying invention or the product claim. 

If a claim is found to encompass any product embodiment of the 
underlying process, and if the underlying process is statutory, the 


product claim should be classified as a statutory product. By the 
same token, if the underlying process invention is found to be 
non-statutory, Office personnel should classify the “product” claim 
as a “non-statutory product.” If the product claim is classified as 
being a non-statutory product on the basis of the underlying 
process, Office personnel should emphasize that they have consid- 
ered all claim limitations and are basing their finding on the 
analysis of the underlying process. 
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(b) Statutory Processes [Guidelines § 1.B.1.(c)(iii)] 


A claim that requires one or more acts to be performed defines 
a process. Not all processes, however, are processes that fall within 
the definition of a statutory process under § 101. A statutory 
process is a series of one or more acts that manipulate physical 
matter or energy resulting in some form of a physical transforma- 
tion.** Accordingly, a claimed process is statutory if it: 


-- manipulates some form of physical matter or energy; and 


-- results in a transformation or reduction of the subject matter 
manipulated into a different state or into a different thing to 
achieve a practical application. 


(i) Appropriate Subject Matter for Manipulation Steps of a 
Process 


Consistent with the expansive Congressional intent behind § 
101, Office personnel shall consider any form of physicai “matter” 
or “energy” to be the appropriate subject matter of the manipula- 
tion steps of a process. Importantly, the subject matter manipulated 
by a process does not have to be a physical object; it may be 
“intangible subject matter representative of or constituting physi- 
cal activity or objects.” Thus, an electrical signal representing 
data corresponding to a physical object or physical activity is 
appropriate subject matter for manipulation by a process. If the 
“acts” of a process manipulate only numbers, abstract concepts or 
ideas, the acts are not being applied to appropriate subject matter. 
Thus, a process consisting solely of mathematical operations does 
not manipulate appropriate subject matter and thus cannot consti- 
tute a statutory process. 


(ii) Transformation or Reduction to a Different State or Thing 


To be statutory, the claimed process when practiced must 
physically transform the subject matter manipulated--something 
must happen other than manipulating concepts or converting 
numbers to different numbers. The required transformation can 
take place during any step of the process (e.g., if a process requires 
three “acts” and only the last “act” transforms the subject matter to 
a different state or thing, a sufficient transformation has occurred). 
If the process does not result in any physical transformation, it is 
not statutory. 


(iii) Examples of Statutory Computer-Implemented Processes 
Three exemplary computer-performed processes that fully sat- 
isfy the requirements of § 101: 


-- A process that requires physical acts to be performed indepen- 
dent of the steps to be performed by a programmed computer, 
where those acts involve the manipulation of tangible physical 
objects and result in the object having a different physical 
attributes or structure;*° 


-- A process that requires acts to be performed on the physical 
components of a computer (i.e., the process manipulates the 
components of the computer rather than data representing some- 
thing external to the computer system) and the effect of the process 
is that the computer operates differently (such as an operating 
system process); and 


-- A process that requires acts tc be performed by a computer on 
data in the form of an electrical or magnetic signal, where the data 
represents a physical object or activities external to the computer 
system (e.g., physical characteristics of a chemical compound or a 
person’s heart rate), and where the process causes some transfor- 
mation of the physical but intangible representation of the physical 
object or activities.*' 


3. Non-Statutory Processes 
In practical terms, claims define non-statutory processes if they: 


-- consist solely of mathematical operations (i.e., a “mathematical 
algorithm”); or 
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-- simply manipulate abstract ideas without some practical appli- 
cation (e.g., a bid, a bubble hierarchy). 


(a) Mathematical Algorithm That Defines a Law of Nature or 
Natural Phenomenon or Describes an Abstract Idea 


A process that consists solely of mathematical operations is 
non-statutory. Mathematical algorithms do not manipulate physi- 
cal matter and cannot cause a physical effect. Courts have, 
however, recognized a distinction between types of mathematical 
algorithms, namely, some define a “law of nature” in mathematical 
terms and others merely describe an “abstract idea.” 

Certain mathematical algorithms have been held non-statutory 
because they represent a mathematical definition of a law of nature 
or a natural phenomenon. For example, the formula E=mc? is a 
“law of nature”--it defines a “fundamental scientific truth” (i.e., the 
relationship between energy and mass). To comprehend how the 
law of nature relates to any object, one invariably has to perform 
certain steps (e.g., multiplying a number representing the mass of 
an object by the square of a number representing the speed of 
light). If an applicant defines a process to consist solely of those 
steps that one must follow to solve the mathematical representa- 
tion of the law of nature, the “process” is indistinguishable from 
the law of nature and would “preempt” the law of nature. A patent 
cannot be granted on such a process. 

Other mathematical algorithms have been held non-statutory 
because they merely describe an abstract idea. An “abstract idea” 
may simply be any sequence of mathematical operations that are 
combined to solve a mathematical problem. The concern ad- 
dressed by holding such subject matter non-statutory is that the 
mathematical operations merely describe an idea and do not define 
a process that represents a practical application of the idea. 

Accordingly, when a claim is found to define non-statutory 
subject matter because of a mathematical algorithm, it is important 
to determine whether the subject matter is a law of nature or 
natural phenomenon or abstract idea. A rejection under § 101 
should indicate the type of deficiency relied upon to support the 
rejection. 


(b) Evaluation of Certain Language Related to Mathematical 
Operation Steps of a Process 


(i) Intended Use or Field of Use Statements 


Claim language that simply specifies an intended use or field of 
use for the invention generally will not limit the scope of a claim. 
Such language often will be presented in the preamble of claim, 
but may appear elsewhere in the body of the claim. Intended or 
field of use language appearing in the preamble will in most 
instances not limit the claim scope, and as such, Office personnel 
should be careful to properly interpret such language. For ex- 
ample, a claimed mathematical process “to be used in seismic 
prospecting...” is not limited by the seismic prospecting use 
statement (i.e., none of the steps were explicitly or implicitly 
limited to application to seismic prospecting activities).** In such 
a case, Office personnel should identify the claim language that 
constitutes the intended use or field of use statements and provide 
the basis for their findings. This will shift the burden to applicant 
to demonstrate otherwise. 


(ii) Necessary Antecedent Step to Performance of A Math- 
ematical Operation or Independent Limitation on a Claimed 
Process 


In rare situations, certain acts of “collecting” or “selecting” data 
for use in a process consisting of one or more mathematical 
operations will not further limit a claim beyond the specified 
mathematical operation step(s). Such acts “merely determine 
values for the variables used in the mathematical operations used 
in making the calculations.”** In other words, the acts are dictated 
by nothing other than the performance of a mathematical opera- 
tion.” 

If a claim requires acts to be performed to create data that will 
then be used in a process representing a practical application of 
one or more mathematical operations, those acts must be treated as 
further limiting the claim beyond the mathematical operation(s) 
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per se. Such acts are data gathering steps not dictated by the 
algorithm but by other limitations which require certain antecedent 
steps and as such constitute an independent limitation on the claim. 


Examples of acts that independently limit a claimed process 
involving mathematical operations include: 


-- a method of conducting seismic exploration which requires 
generating and manipulating signals from seismic energy waves 
before “summing” the values represented by the signals;*° and 


-- a method of displaying X-ray attenuation data as a signed gray 
scale signal in a “field” using a particular anti-aliasing algorithm, 
where the antecedent steps require generating the data using a 
particular machine (e.g., a computed tomography scanner).*” 


Examples of steps that do not independently limit one or more 
mathematical operation steps include: 


-- “perturbing” the values of a set of process inputs, where the 
subject matter “perturbed” was a number and the act of “perturb- 
ing” consists of substituting the numerical values of variables;** 
and 


-- selecting a set of “arbitrary measurement point” values.*? Such 
steps do not impose independent limitations on the scope of the 
claim beyond those required by the mathematical operation 
limitation. 


(iii) Post-Mathematical Operation Step Uses Solution or 
Merely Conveys Result of Operation 


In rare instances, certain kinds of post-solution “acts” will not 
further limit a process claim beyond the performance of the 
preceding mathematical operation step even if the acts are recited 
in the body of a claim. If, however, the claimed acts represent 
some use of the solution, those acts will invariably impose an 
independent limitation on the claim. Thus, if a claim requires that 
the direct result of a mathematical operation be evaluated and 
transformed into something else, Office personnel cannot treat the 
subsequent steps as being indistinguishable from the performance 
of the mathematical operation and thus not further limiting on the 
claim. For example, acts that require the conversion of a series of 
numbers representing values of a wavefunction equation for a 
chemical compound into values representing an image that con- 
veys information about the three dimensional structure of the 
compound cannot be treated as being part of the mathematical 
operations that yield the wavefunction numbers. Office personnel 
should be especially careful when reviewing claim language that 
requires the performance of “post-solution” steps to ensure that 
actual claim limitations are not ignored. 


Examples of steps found not to independently limit a process 
involving one or more mathematical operation steps include: 


step of “updating an alarm limit” found to constitute changing the 
number value of a variable to represent the result of the calcula- 
. ao 

tion; 


-- final step of “magnetically recording” the result of a calcula- 
tion;*' 


-- final step of “equating” the process outputs to the values of the 
last set of process inputs found to constitute storing the result of 
calculations;*” 


-- final step of displaying result of a calculation “as a shade of gray 
rather than as simply a number” found to not constitute distinct 
step where the data were numerical values that did not represent 
anything;** and 


-- step of “transmitting electrical signals representing” the result of 
calculations.** 


Office personnel are reminded to rely on the applicant’s char- 
acterization of the significance of the “acts” being assessed to 
resolve questions related to their relationship to the mathematical 
operations recited in the claim and the invention as a whole.** 
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(c) Manipulation of Abstract Ideas Without A Practical Appli- 
cation 


A process that consists solely of the manipulation of an abstract 
idea without any limitation to a practical application is non- 
statutory.*° 

In order to determine whether the claim is limited to a practical 
application of an idea, Office personnel must analyze the claim as 
a whole, in light of the specification, to understand what subject 
matter is being manipulated and how it is being manipulated. 
During this procedure, Office personnel must evaluate any state- 
ments of intended use or field of use, any data gathering step and 
any post-manipulation activity. See section (b) above. 


IV. Issues Related to Compliance with Section 112, First and 
Second Paragraphs [Guidelines § I.B.2.] 


Section 112 serves to ensure that the claims are clearly defined 
and are fully supported by the disclosure. Office personnel should 
focus their assessment of applications for compliance with § 112 
on determining if the disclosure and claims clearly convey what 
the applicant has invented, permit others to determine what rights 
have been provided to the patentee, and enable one skilled in the 
art to the practice the invention without undue experimentation. 

When evaluating applications, Office personnel must always 
remember to use the perspective of one of ordinary skill in the art. 
Claims and disclosures are not to be evaluated in a vacuum. If 
elements of an invention are well known in the art, the applicant 
does not have to provide a disclosure that describes those 
elements. 

Similarly, the applicant need not explicitly recite in the claims 
every feature of the invention. Rather, if the claims, interpreted in 
light of the disclosure reasonably apprise those of ordinary skill in 
the art what the invention is, they satisfy the requirements of § 112, 
second paragraph. For example, if an applicant indicates that the 
invention is a particular computer, the claim does not have to recite 
every element or feature of the computer. In fact, it is preferable 
for the claim to be drafted in a form that emphasizes what the 
applicant has invented (e.g., what is new rather than old).*” 

If deficiencies are discovered with respect to § 112, Office 
personnel must be careful to rely on the appropriate paragraph of 
§ 112. Deficiencies under the second paragraph of § 112 exist if it 
is unclear what the claim defines (i.e., the claim fails to particularly 
point out and distinctly claim the invention),48 or the claim as cast 
does not define what applicant has indicated to be the invention.*? 
Deficiencies under the first paragraph of § 112 can arise where 
there is not an adequate written description that serves to identify 
what the applicant has invented, or the disclosure does not enable 
one skilled in the art to make and use the invention as claimed 
without undue experimentation. Deficiencies related to disclosure 
of the best mode for carrying out the claimed invention are not 
usually encountered during initial examination of an application. 


A. Specification Fails to Show How to Make or Use Pro- 
grammed Computer Element of Invention [Guidelines § 
1.B.2.(b)] 


The disclosure must enable a person skilled in the art to 
configure the computer to possess the requisite functionality, and, 
if relevant, integrate the computer with other elements to yield the 
claimed invention, without the exercise of undue experimentation. 
If the specification fails to identify how to configure a computer to 
possess the requisite functionality or how to integrate the pro- 
grammed computer with other elements of the invention, the claim 
is likely to be deficient under § 112, first paragraph. 

For many computer-implemented inventions, it is not unusual 
for the claimed invention to involve more than one field of 
technology. For such inventions, the disclosure must satisfy the 
enablement standard for each aspect of the invention.*° As such, 
the disclosure must teach a person skilled in each art how to make 
and use the relevant aspect of the invention without undue 
experimentation. For example, to enable a claim to a programmed 
computer that determines and displays the three-dimensional 
structure of a chemical compound, the disclosure must 


-- enable a person skilled in the art of molecular modeling to 
understand and practice the underlying molecular modeling pro- 
cesses; and 
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-- enable a person skilled in the art of computer programming to 
create a program that directs a computer to create and display the 
image representing the three-dimensional structure of the com- 
pound. 


In other words, the disclosure corresponding to each aspect of the 
invention must be enabling to a person skilled in each respective 
art. 


B. Programmed Computer Is Defined As Composite of Func- 
tional Elements 


In many instances, an applicant will describe a programmed 
computer by outlining the significant elements of the programmed 
computer using a functional block diagram. Office personnel 
should review the specification to ensure that along with the 
functional block diagram the disclosure provides information that 
adequately describes each “element” in hardware or software. If 
the functionally labeled elements of a programmed computer are 
not described further in the specification and one skilled in the art 
would not know what the elements are or how to make or use them 
to yield the claimed invention, a claim defining an invention 
requiring the use of that programmed computer is likely to be 
deficient under one or more requirements of § 112. 


C. Elements of a Machine Defined Using Means Plus Function 
Language [Guidelines § 1.B.2.(a) & (b)] 


Where means plus function language is used to define the 
characteristics of a machine or manufacture invention, claim 
elements must be interpreted to read on only the structures or 
materials disclosed in the specification, and “equivalents 
thereof.”°' Thus, at the outset Office personnel must attempt to 
correlate means elements to some description of the elements in 
the written specification and drawings. 

As noted earlier, there are many appropriate ways of describing 
the elements of a programmed computer. If the description makes 
it clear that a means element corresponds to the physical structure 
of a computer or computer component, that description will 
sufficiently define the claimed means element. Thus, a means 
element may be defined to be: 


-- a programmed computer with a particular functionality; 


-- a logic circuit or other component of a programmed computer 
that performs a series of specifically identified operations dictated 
by a computer program; or 


-- a computer memory encoded with executable instructions 
representing a computer program that can cause a computer to 
function in a particular fashion. 


A claim patterned after a functional block diagram and defined 
using means plus function language may fail to particularly point 
out and distinctly claim the invention if the disclosure does not 
describe the specific materials or structures that correspond to the 
means elements. The scope of a “means” element is defined as the 
corresponding structure or material (e.g., a specific logic circuit) 
set forth in the written description and its equivalents. Where no 
structure or material is disclosed, the claim fails to particularly 
point out and distinctly claim the invention. For example, if the 
applicant discloses only the function to be performed and provides 
no description of hardware or software that performs the function, 
the application has not disclosed any “structure” to correspond to 
the means. Such a claim should be rejected under § 112, second 
paragraph. In contrast, if the corresponding structure is disclosed 
to be a memory or logic circuit that has been configured in some 
manner to perform that function (e.g., using a computer program), 
the claim satisfies § 112, second paragraph. 


Further guidance in interpreting the scope of equivalents of 
means elements is provided in the Examination Guidelines For 
Claims Reciting A Means or Step Plus Function Limitation In 
Accordance With 35 U.S.C. § 112, 6th Paragraph. 


U.S. PATENT AND TRADEMARK OFFICE 


1243 TMOG 291 
(117) 


D. Claim Does Not Define Applicant’s Invention [Guidelines § 
1.B.2.(a)] 


To satisfy the second paragraph of § 112, the claims must define 
the invention in a manner consistent with the applicant’s written 
description of the invention. If the applicant asserts a practical 
utility for the invention, Office personnel should review the entire 
disclosure to determine the features necessary to accomplish the 
asserted practical utility. When the claim recites a practical utility 
but fails to recite the necessary features to accomplish the asserted 
practical utility, the claim should be rejected under § 112, second 
paragraph. If a claim is so broad as to encompass non-statutory 
subject matter, the claim should be rejected under § 112 4 2, as 
well as § 101. For example, if applicant has described the 
invention as a computer-implemented process, but the claim is 
broad enough to cover the mental performance of the process, then 
it should be rejected under both § 112 4 2 and § 101.°° 

A claim as a whole that defines non-statutory subject matter is 
deficient under § 101, and under § 112, second paragraph. 
Determining the scope of a claim as a whole requires a clear 
understanding of what the applicant regards as the invention. If the 
invention as disclosed in the written description is statutory, but 
the claims define subject matter that is not, the deficiency can be 
corrected by an appropriate claim amendment. Therefore, reject 
the claims under § 101 and § 112, second paragraph, but identify 
the features of the invention that, if recited in the claim, would 
render the claimed subject matter statutory. 


E. Claim Defined Using Only Computer Program Code 
[Guidelines § I.B.2.(a)]} 


A claim defined entirely in computer program code, whether in 
source or object code format, may be deficient under § 112 4 2 if 
one of ordinary skill in the art would not be able to ascertain the 
metes and bounds of the claimed invention. Such a claim should 
also be objected to under 37 CFR 1.52(a).°> A computer program- 
ming language is not the English language, despite the fact that 
English words may be used in that language. 

In certain circumstances, as where self-documenting program- 
ming code is employed, use of programming language in a claim 
would be permissible, since such program source code presents 
sufficiently high-level language and descriptive identifiers to make 
it universally understood to others in the art without the program- 
mer having to insert any comments.*° 

Applicants should be encouraged to functionally define the steps 
the computer will perform rather than simply providing source or 
object code. 


V. Issues Related to Compliance with § 103 [Guidelines § 
1.B.3.] 


As is the case for inventions in any field of technology, 
assessment of a claimed computer-implemented invention for 
compliance with § 103 begins with a comparison of the claimed 
subject matter to what is known in the prior art. Once distinctions 
are identified between the claimed invention and the prior art, 
those distinctions must be assessed and resolved in light of the 
knowledge possessed by a person of ordinary skill in the art. 
Against this backdrop, one must determine whether the invention 
would have been obvious at the time the invention was made. If 
not, the claimed invention satisfies § 103. Factors and consider- 
ations dictated by law governing § 103 apply without modification 
to inventions in this field of technology. 

If the difference between the prior art and the claimed invention 
is limited to information stored on or employed by a machine, one 
must determine what role the information plays with regard to the 
invention considered as a whole. Where the information imparts 
some degree of functionality to the claimed invention taken as a 
whole, it represents a critical element of the invention. As such, the 
information must be considered and addressed incident to appli- 
cation of § 103. Thus, a rejection of the claim as a whole under § 
103 is inappropriate unless the functionality imparted by the 
information would have been suggested by the prior art. To 
establish a prima facie case of obviousness, Office personnel must 
explain why it would have been obvious to a person of ordinary 
skill in the art, at the time the invention was made, to impart the 
functionality of the programmed computer with that specific 
information. 





1243 TMOG 292 
(117) 


However, where the information imparts no functionality to 
achieve the specific utility of the invention, it cannot serve to 
render the claimed invention, considered as a whole, non-obvious. 
Generally speaking, situations where information imparts no 
functionality will be limited to the following: 


- a computer readable storage medium that differs from the prior 
art solely with respect to information encoded on the medium that 
does not alter its functionality considered as a whole, 


-- a computer that differs from the prior art solely with respect to 
information whose content does not alter how the machine 
functions (i.e., the information does not reconfigure the computer), 
or 


- a process that differs from the prior art only with respect to 
information that does not alter how the process steps are to be 
performed to achieve the utility of the invention. 


Thus, if the prior art suggests storing a song on a disk, merely 
choosing a particular song to store on the disk would be presumed 
to have been obvious as being well within the level of ordinary 
skill in the art at the time the invention was made. Such a 
difference is simply a rearrangement of non-functional informa- 
tion. 


VI. Conclusion 


Once Office personnel have concluded an analysis of the 
claimed invention under all the statutory provisions, including § 
101, § 112, § 102 and § 103, when composing any Official action, 
they should review all the proposed rejections and their bases to 
confirm their correctness. Only then should any rejection be 
imposed. 


See Request for Comments on Proposed Examination Guidelines 
for Computer-Implemented Inventions, 60 Fed. Reg. 28,778 (June 
2, 1995). 


? In re Freeman, 573 F.2d 1237, 1245, 197 USPQ 464, 471 (CCPA 
1978); In re Walter, 618 F.2d 758, 767, 205 USPQ 397, 406-07 
(CCPA 1980); In re Abele, 684 F.2d 902, 905-07, 214 USP« 682, 
685-87 (CCPA 1982) 


* As the courts have repeatedly reminded the Office: “The goal is 
to answer the question “*What did applicants invent?’” In re Abele, 
684 F.2d at 907, 214 USPQ at 687 (CCPA 1982). Accord, e.g., 
Arrhythmia Research Tech. v. Corazonix Corp., 958 F.2d 1053, 
1059, 22 USPQ2d § 1033, § 1038 (Fed. Cir. 1992). 


* See Brenner v. Manson, 383 U.S. 519, 534, 148 USPQ 689, 695 
(“Whatever weight is attached to the value of encouraging 
disclosure and of inhibiting secrecy, we believe a more compelling 
consideration is that a process patent in the chemical field, which 
has not been developed and pointed to the degree of specific utility, 
creates a monopoly of knowledge which should be granted only if 
clearly commanded by the statute.) (emphasis added). See also 
Nelson v. Bowler, 626 F.2d 853, 856, 206 USPQ 881, 883 (CCPA 
1980) (Specific utility is also called “practical utility.”). 


> E.g., In re Alappat, 33 F.3d 1526, 1543, 31 USPQ2d 1545, 
1556-57 (Fed. Cir. 1994) (in banc) (quoting Diamond v. Diehr, 450 
U.S. 175, 192, 209 USPQ 1, 10 (1981)). See also id. at 1579 
(Newman, J., concurring) (“unpatentability of the principle does 
not defeat patentability of its practical applications”) (citing 
O'Reilly v. Morse, 56 U.S. (15 How.) 62 (1854)); Arrhythmia 958 
F.2d at 1057, 22 USPQ2d at § 1036. 


° 60 Fed. Reg. 36,263 (July 14, 1995). 
” Arrythmia, 958 F.2d at 1057, 22 USPQ2d at § 1036: 


It is of course true that a modern digital computer manipulates 
data, usually in binary form, by performing mathematical opera- 
tions, such as addition, subtraction, multiplication, division, or bit 
shifting, on the data. But this is only how the computer does what 
it does. Of importance is the significance of the data and their 
manipulation in the real world, i.e., what the computer is doing. 
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* Many computer-implemented inventions do not consist solely of 
a computer. Thus, Office personnel should identify those claimed 
elements of the computer-implemented invention that are not part 
of the programmed computer, and determine how those elements 
relate to the programmed computer. Office personnel should look 
for specific information that explains the role of the programmed 
computer in the overall process or machine and how the pro- 
grammed computer is to be integrated with the other elements of 
the apparatus or used in the process. 


* Markman v. Westview Instruments, 52 F.3d 967, 980, 34 USPQ2d 
1321, 1330 (Fed. Cir. 1995) (in banc). 


' See, e.g., In re Paulsen, 30 F.3d 1475, 1480, 31 USPQ2d 1671. 
1674 (Fed. Cir. 1994) (inventor may define specific terms used to 
describe invention, but must do so “with reasonable clarity, 
deliberateness, and precision” and, if done, must “‘set out his 
uncommon definition in some manner within the patent disclosure’ 
so as to give one of ordinary skill in the art notice of the change” 
in meaning) (quoting /ntellicall, Inc. v. Phonometrics, Inc., 952 
F.2d 1384, 1387-1388, 21 USPQ2d 1383, 1386 (Fed. Cir. 1992)). 


'' See, e.g., In re Zletz, 893 F.2d 319, 321-22, 13 USPQ2d 1320, 
1322 (Fed. Cir. 1989) (“During patent examination the pending 
claims must be interpreted as broadly as their terms reasonably 
allow .. . . The reason is simply that during patent prosecution 
when claims can be amended, ambiguities should be recognized, 
scope and breadth of language explored, and clarification imposed. 

. An essential purpose of patent examination is to fashion claims 
that are precise, clear, correct, and unambiguous. Only in this way 
can uncertainties of claim scope be removed, as much as possible, 
during the administrative process.”). 


'2 See, e.g., In re Paulsen, 30 F.3d at 1480, 31 USPQ2d at 1674 
(although specification can be used to interpret what the patentee 
meant by a word or phrase in the claim, cannot add extraneous 
limitation from the specification when limitation is not needed to 
interpret any particular words or phrases in the claim). 


'3 See, e.g., Diamond vy. Diehr, 450 U.S. at 188-89, 209 USPQ at 
9 (“In determining the eligibility of respondents’ claimed process 
for patent protection under § 101, their claims must be considered 
as a whole. It is inappropriate to dissect the claims into old and 
new elements and then to ignore the presence of the old elements 
in the analysis. This is particularly true in a process claim because 
a new combination of steps in a process may be patentable even 
though all the constituents of the combination were well known 
and in common use before the combination was made.”). 


'S Diamond y. Chakrabarty, 447 U.S. 303, 308-09, 206 USPQ 193, 
196-97 (1980): 

In choosing such expansive terms as “manufacture” and “com- 
position of matter,” modified by the comprehensive “any,” Con- 
gress plainly contemplated that the patent laws would be given 
wide scope. The relevant legislative history also supports a broad 
construction. The Patent Act of 1793, authored by Thomas 
Jefferson, defined statutory subject matter as “any new and useful 
art, machine, manufacture, or composition of matter, or any new or 
useful improvement [thereof].” Act of Feb. 21, 1793, 1, 1 Stat. 
319. The Act embodied Jefferson’s philosophy that “ingenuity 
should receive a liberal encouragement.” 5 Writings of Thomas 
Jefferson 75-76 (Washington ed. 1871). See Graham v. John Deere 
Co., 383 U.S. 1, 7-10 (1966). Subsequent patent statutes in 1836, 
1870, and 1874 employed this same broad language. In 1952, 
when the patent laws were recodified, Congress replaced the word 
“art” with “process,” but otherwise left Jefferson’s language intact. 
The Committee Reports accompanying the 1952 Act inform us 
that Congress intended statutory subject matter to “include any- 
thing under the sun that is made by man.” S. Rep. No. 1979, 82d 
Cong., 2d Sess. 5 (1952); H.R. Rep. No. 1923, 82d Cong., 2d Sess. 
6 (1952). 


This perspective has been embraced by the Federal Circuit: 


The plain and unambiguous meaning of § 101 is that any new 
and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may be 
patented if it meets the requirements for patentability set forth in 
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Title 35, such as those found in § 102, § 103, and § 112. The use 
of the expansive term “any” in § 101 represents Congress's intent 
not to place any restrictions on the subject matter for which a 
patent may be obtained beyond those specifically recited in § 101 
and the other parts of Title 35 . . . . Thus, it is improper to read into 
§ 101 limitations as to the subject matter that may be patented 
where the legislative history does not indicate that Congress 
clearly intended such limitations. [/n re Alappat, 33 F.3d at 1542, 
31USPQ2d at 1556.] 


'S 35 U.S.C. § 101 (1994). 


'© See 35 U.S.C. 100(b) (“The term “process” means process, art, 
or method, and includes a new use of a known process, machine, 
manufacture, composition of matter, or material.”’). 


‘7 E.g., In re Alappat, 33 F.3d at 1542, 31USPQ2d at 1556; In re 
Warmerdam, 33 F.3d at 1358, 31USPQ2d at 1757. 


'S See, e.g., Rubber-Tip Pencil v. Howard, 87 U.S. 498, 507 (1874) 
(“idea of itself is not patentable, but a new device by which it may 
be made practically useful is”); Mackay Radio & Telegraph Co. v. 
Radio Corp. of America, 306 U.S. 86, 94 (1939) (“While a 
scientific truth, or the mathematical expression of it, is not a 
patentable invention, a novel and useful structure created with the 
aid of knowledge of scientific truth may be.”); /n re Warmerdam, 
33 F.3d 1354, 1360, 31 USPQ2d 1754, 1759 (Fed. Cir. 1994) 
(“steps of ‘locating’ a medial axis, and ‘creating’ a bubble 
hierarchy describe nothing more than the manipulation of basic 
mathematical constructs, the paradigmatic ‘abstract idea’”). 


'? The concern over preemption was expressed as early as 1852. 
See Le Roy v. Tatham, 55 U.S. 156, 175 (1852) (“A principle, in the 
abstract, is a fundamentai truth; an original cause; a motive; these 
cannot be patented, as no one can claim in either of them an 
exclusive right.”); Funk Brothers Seed Co. v. Kalo Inoculant Co., 
333 U.S. 127, 132, 76 USPQ 280, 282 (1988) (combination of six 
species of bacteria to be non-statutory subject matter). 


20 In re Ziegler, 992 F.2d 1197, 1200-03, 26 USPQ2d 1600, 
1603-06 (Fed. Cir. 1993); Brenner v. Manson, 383 U.S. at 528-36, 
148 USPQ at 693-696. 


*! See, e.g., In re Musgrave, 431 F.2d 882, 893, 167 USPQ 280, 
289-90 (CCPA 1970), cited with approval in In re Schrader, 22 F3d 
290, 297 (Fed. Cir. 1994) (Newman, J., dissenting). The definition 
of “technology” is the “application of science and engineering to 
the development of machines and procedures in order to enhance 
or improve human conditions, or at least to improve human 
efficiency in some respect.” Computer Dictionary 384 (2d ed. 
Microsoft Press 1994). 


2 E.g., In re Waldbaum, 457 F.2d 997, 1003, 173 USPQ 430, 434 
(CCPA 1972) (“The phrase “technological arts,” as we have used 
it, is synonymous with the phrase “useful arts” as it appears in 
Article 1, Section 8 of the Constitution.”). 


3 See, e.g., In re Warmerdam, 33 F.3d at 1361, 31 USPQ2d at 
1760 (holding non-statutory a claim to a data structure per se). 


4 Computer Dictionary 210 (2d ed. Microsoft Press 1994): 


The meaning of data, as it is intended to be interpreted by 
people. Data consists of facts, which become information when 
they are seen in context and convey meaning to people. Computers 
process data without any understanding of what that data repre- 
sents. 


>5 See, e.g., In re Lowry, 32 F.3d 1579, 1583, 32 USPQ2d § 1031, 
§ 1034-35 (Fed. Cir. 1994); In re Warmerdam, 33 F.3d at 1361-62, 
31 USPQ2d at 17 60. 


2° In re Warmerdam, 33 F.3d at 1359, 31 USPQ2d at 1759 (claim 
to computer having specific memory defined using product-by- 


process format). 


>? In re Lowry, 32 F.3d at 1583-84, 32 USPQ2d at § 1035. 
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*8 Diamond v. Diehr, 450 U.S. at 183, 209 USPQ at 6 (“A statutory 
process is . . . a mode of treatment of certain materials to produce 
a given result. It is an act, or a series of acts, performed upon the 
subject-matter to be transformed and reduced to a different state or 
thing . . . The process requires that certain things should be done 
with certain substances, and in a certain order; but the tools to be 
used in doing this may be of secondary consequence.”). 


?° In re Schrader, 22 F.3d 290, 295, 30 USPQ2d 1455, 1459 (Fed. 
Cir. 1994). 


© Diamond v. Diehr, 450 U.S. at 187, 209 USPQ at 8. 


*! Arrythmia, 958 F.2d at 1058-59, 22 USPQ2d at § 1037-38. 


*? See, e.g., In re Meyer, 688 F.2d 789, 794-95, 215 USPQ 193, 197 
(CCPA 1982) (“Scientific principles, such as the relationship 
between mass and energy, and laws of nature, such as the 
acceleration of gravity, namely, a=32 f/sec.”, can be represented in 
mathematical format. However, some mathematical algorithms 
and formulae do not represent scientific principles or laws of 
nature; they represent ideas or mental processes and are simply 
logical vehicles for communicating possible solutions to complex 
problems. The presence of a mathematical algorithm or formula in 
a claim is merely an indication that a scientific principle, law of 
nature, idea or mental process may be the subject matter claimed 
and, thus, justify a rejection of that claim under 35 USC § 101; but 
the presence of a mathematical algorithm or formula is only a 
signpost for further analysis.”). Cf. In re Alappat, 33 F.3d at 1543 
n.19, 31 USPQ2d at 1556 n.19 in which the Federal Circuit 
recognized the confusion: 


The Supreme Court has not been clear . . . as to whether such 
subject matter is excluded from the scope of § 101 because it 
represents laws of nature, natural phenomena, or abstract ideas. 
See Diehr, 450 U.S. at 186 (viewed mathematical algorithm as a 
law of nature); Benson, 409 U.S. at 71-72 (treated mathematical 
algorithm as an “idea”). The Supreme Court also has not been 
clear as to exactly what kind of mathematical subject matter may 
not be patented. The Supreme Court has used, among others, the 
terms “athematical algorithm,” “mathematical formula,” and 
“mathematical equation” to describe types of mathematical subject 
matter not entitled to patent protection standing alone. The 
Supreme Court has not set forth, however, any consistent or clear 
explanation of what it intended by such terms or how these terms 
are related, if at all. 


8 In re Walter, 618 F.2d at 769, 205 USPQ at 409 (“Although the 
claim preambles relate the claimed invention to the art of seismic 
prospecting, the claims themselves are not drawn to methods of or 
apparatus for seismic prospecting; they are drawn to improved 
mathematical methods for interpreting the results of seismic 
prospecting.”’). 


*4 In re Richman, 563 F.2d 1026, § 1030, 195 USPQ 340, 343 
(CCPA 1977) (“In the present case too, notwithstanding that the 
antecedent steps are novel and unobvious, they merely determine 
values for the variables used in the mathematica! formulae used in 
making the calculations. Thus, such antecedent steps do not suffice 
to render the claimed methods, considered as a whole, statutory 
subject matter.”). 


*S In In re Sarkar, 588 F.2d 1330, 1335, 200 USPQ 132, 139 
(CCPA the court explained why this approach must be followed: 

No mathematical equation can be used, as a practical matter, 
without establishing and substituting values for the variables 
expressed therein. Substitution of values dictated by the formula 
has thus been viewed as a form of mathematical step. If the steps 
of gathering and substituting values were alone sufficient, every 
mathematical equation, formula, or algorithm having any practical 
use would be per se subject to parenting as a “process” under § 
101. Consideration of whether the substitution of specific values is 
enough to convert the disembodied ideas present in the formula 
into an embodiment of those ideas, or into an application of the 
formula, is foreclosed by the current state of the law. 


*© In re Taner, 681 F.2d 787, 788, 214 USPQ 678, 679 (CCPA 
1982). 
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7 In re Abele, 684 F.2d at 908, 214 USPQ at 687 (“The 
specification indicates that such attenuation data is available only 
when an X-ray beam is produced by a CAT scanner, passed 
through an object, and detected upon its exit. Only after these steps 
have been completed is the algorithm performed, and the resultant 
modified data displayed in the required format.”). 


38 In re Gelnovatch, 595 F.2d 32, 41 n.7, 201 USPQ 136, 145 n.7 
(CCPA 1979) (“Appellants’ claimed step of perturbing the values 
of a set of process inputs (step 3), in addition to being a 
mathematical operation, appears to be a data-gathering step of the 
type we have held insufficient to change a nonstatutory method of 
calculation into a statutory process . . . . In this instance, the 
perturbed process inputs are not even measured values of physical 
phenomena, but are instead derived by numerically changing the 
values in the previous set of process inputs.”). 


%° In re Sarkar, 588 F.2d at 1331, 200 USPQ at 135. 
” Parker v. Flook, 437 U.S. 584, 585, 198 USPQ 193, 195 (1978). 


+" In re Walter, 618 F.2d at 770, 205 USPQ at 409 (“If § 101 could 
be satisfied by the mere recordation of the results of a nonstatutory 
process on some record medium, even the most unskilled patent 
draftsman could provide for such a step.”). 


#2 In re Gelnovatch, 595 F.2d at 41 n.7, 201 USPQ at 145 n.7. 


* In re Abele, 684 F.2d at 909, 214 USPQ at 688 (“This claim 
presents no more than the calculation of a number and display of 
the result, albeit in a particular format. The specification provides 
no greater meaning to “data in a field” than a matrix of numbers 
regardless of by what method generated. Thus, the algorithm is 
neither explicitly nor implicitly applied to any certain process. 
Moreover, that the result is displayed as a shade of gray rather tian 
as simply a number provides no greater or better information, 
considering the broad range of applications encompassed by the 
claim.”). 


* In re de Castelet, 562 F.2d 1236, 1244, 195 USPQ 439, 446 
(CCPA 1967) (“That the computer is instructed to transmit 
electrical signals, representing the results of its calculations, does 
not constitute the type of “post solution activity” found in Flook, 
supra, and does not transform the claim into one for a process 
merely using an algorithm. The final transmitting step constitutes 
nothing more than reading out the result of the calculations.”). 


45 See In re Sarkar, 588 F.2d at 1332 n.6, 200 USPQ at 136 n.6 
(“post-solution” construction that was being modeled by the math- 
ematical process not considered in deciding § 101 question 
because applicant indicated that such construction was not a 
material element of the invention). 


“© E.g., In re Warmerdam, 33 F.3d at 1359, 31 USPQ2d at 1759. 
See also Schrader, 22 F.3d at 295, 30 USPQ2d at 1458-59 
(although the court determined that the subject matter was simply 
a mathematical algorithm, Schrader’s process mere manipulated 
an abstract idea). 


47 See, e.g., Northern Telecom, Inc. v. Datapoint Corp., 908 F.2d 
931, 941-43, 15 USPQ 2d 1321, 1328-1330 (Fed. Cir. 1990) 
(judgment of invalidity reversed for clear error where expert 
testimony on both sides showed that a programer of reasonable 
skill could write a satisfactory program with ordinary effort based 
on the disclosure); DeGeorge v. Bernier, 768 F.2d 1318, 1334, 226 
USPQ 758, 762-63 (Fed. Cir. 1985) (invention was adequately 
disclosed for purposes of enablement even though all of the 
circuitry of a word processor was not disclosed, since the undis- 
closed circuitry was deemed inconsequential because it did not 
pertain to the claimed circuit); In re Phillips, 608 F.2d 879, 882-83, 
203 USPQ 971, 975 (CCPA 1979) (computerized method of 
generating printed architectural specifications dependent on use of 
glossary of predefined standard phrases and error-checking feature 
enabled by overall disclosure generally defining errors); In re 
Donohue, 550 F.2d 1269, 1271, 193 USPQ 136, 137 (CCPA 1977) 
(“Employment of block diagrams and descriptions of their func- 
tions is not fatal under 35 U.S.C. § 112, first paragraph, providing 
the represented structure is conventional and can be determined 
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without undue experimentation.”); Jn re Knowlton, 481 F.2d 1357, 
1366-68, USPQ 486, 493-94 (CCPA 1973) (examiner’s contention 
that a software invention needed a detailed description of all the 
circuitry in the complete hardware system reversed). 


48 See Miles Labs v. Shandon, Inc., 997 F.2d 870, 875, 27 USPQ2d 
§ 1123, § 1126 (Fed. Cir. 1993) (“test for definiteness is whether 
one skilled in the art would understand the bounds of the claim 
when read in light of the specification”). 


4 In re Prater, 415 F.2d 1393, 1404, 162 USPQ 541, 550 (CCPA 
1969) (holding that claim did not comply with 35 U.S.C. § 112 | 
2 because it was admittedly beyond that which “applicant re- 
gard[ed] as his invention”). 


%° See In re Naquin, 398 F.2d 86, 866, 158 USPQ 317, 319 (CCPA 
1968) (“When an invention, in its different aspects, involves 
distinct arts, that specification is adequate which enables the adepts 
of each art, those who have the best chance of being enabled, to 
carry out the aspect proper to their specialty.”). See also Ex parte 
Zechnall, 194 USPQ 461, 461 (Bd. App. 1973) (“appellants’ 
disclosure must be held sufficient if it would enable a person 
skilled in the electronic computer art, in cooperation with a person 
skilled in the fuel injection art, to make and use appellants’ 
invention’). 


5! Two in banc decisions of the Federal Circuit have made clear 
that the Office is to interpret means plus function language 
according to 35 U.S.C. § 112 46. In the first, Jn re Donaldson, F.3d 
1189, 1193, 29 USPQ2d 1845, 1848 (Fed. Cir. 1994), the court 
held: 


The plain and unambiguous meaning of paragraph six is that one 
construing means-plus-function language in a claim must look to 
the specification and interpret that language in light of the 
corresponding structure, material, or acts described therein, and 
equivalents thereof, to the extent that the specification provides 
such disclosure. Paragraph six does not state or even suggest that 
the PTO is exempt from this mandate, and there is no legislative 
history indicating that Congress intended that the PTO should be. 
Thus, this court must accept the plain and precise language of 
paragraph six. 


Consistent with Donaldson, in the second decision, In re Alappat, 
33 F.3d at 1540, 31 USPQ2d at 1554, the Federal Circuit held: 


Given Alappat’s disclosure, it was error for the Board majority to 
interpret each of the means clauses in claim 15 so broadly as to 
“read on any and every means for performing the function” 
recited, as it said it was doing, and then to conclude that claim 15 
is nothing more than a process claim wherein each means clause 
represents a step in that process. Contrary to suggestions by the 
Commissioner, this court’s precedents do not support the Board’s 
view that the particular apparatus claims at issue in this case may 
be viewed as nothing more than process claims. 


52 1162 O.G. 59 (May 17, 1994). 


53 For example, in Jn re Prater, 415 F.2d at 1403-04, 162 USPQ at 
549-50, the court considered a claim that was found to encompass 
both the mental and physical performance of a series of calcula- 
tions (i.e., the claim was not limited to performance of a calcula- 
tion on a machine). The applicant had argued that the invention 
was to be practiced using a machine. /d. The court found that while 
the claims defined a statutory process, they were deficient under 
the second paragraph of § 112. /d. The court emphasized that: 


{W)hen read in the light of the specification, claim 9 does read 
on a mental process augmented by pencil and paper markings. We 
find no express limitation in claim 9 which, even when interpreted 
in the light of the specification, would support the conclusion that 
the claim is limited to a “machine process” or “machine-imple- 
mented process.” This is particularly important in this case since 
the board noted that, in their brief before the board, appellants 
acknowledged that “[though] not practical for most of the needed 
applications, their method, theoretically, can be practiced by 
hand.” . . . Inasmuch as claim 9, thus interpreted, reads on subject 
matter for which appellants do not seek coverage, and therefore 
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tacitly admit to be beyond that which “applicant regards as his 
invention,” we feel that the claim fails to comply with 35 USC § 
112 which requires that “[the] specification shall conclude with 
one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his 
invention.” (Emphasis added.) This is true notwithstanding appel- 
lants’ disclosure of a machine-implemented process. [Id.] 


The basis of this type of rejection is that the claim, as cast, is 
incomplete. 


** If the invention, both as disclosed and as claimed, is not 
Statutory subject matter, reject the claims under § 101 for being 
drawn to non-statutory subject matter, and under § 112, second 
paragraph, for failing to particularly point out and distinctly claim 
an invention entitled to protection under U.S. patent law. 


°° See 37 CFR 1.52(a) (“The application, any amendments or 
corrections thereto, and the oath or declaration must be in the 
English language except as provided for in § 1.69 and paragraph 
(d) of this section....”). 


%© See Computer Dictionary 353 (Microsoft Press 1994). 


APPENDIX 


I. Guidelines for Examination of Computer-Implemented 
Inventions 


(Proposed) 
60 Fed. Reg. 28,778 (June 2, 1995) 
A. General Considerations 


The following guidelines have been developed to assist Office 
personnel in their review of applications drawn to computer- 
implemented inventions. These guidelines respond to recent 
changes in the law that governs the patentability of computer- 
implemented inventions, and set forth the official policy of the 
Office regarding inventions in this field of technology. 

It is essential that patent applicants obtain a prompt yet 
complete examination of their applications. The Office can best 
achieve this goal by raising any issue that may affect patentability 
in the initial action on the merits. Under the principles of compact 
prosecution, each claim should be reviewed for compliance with 
every statutory requirement of patentability in the initial review of 
the application, even if one or more claims is found to be deficient 
with respect to one statutory requirement. Deficiencies should be 
explained clearly, particularly when they serve as a basis of a 
rejection. Where possible, examiners should indicate how rejec- 
tions may be overcome and problems resolved. A failure to follow 
this approach can lead to unnecessary delays in the prosecution of 
the application. 


B. Procedures to be Followed When Evaluating Computer- 
Implemented Inventions 


The following procedures should be used when reviewing 
applications drawn to computer-implemented inventions. 


1. Determine what the applicant has invented by reviewing the 
written description and the claims. 


(a) Identify any specific embodiments of the invention that have 
been disclosed, review the detailed description of the invention 
and note the specific utility that has been asserted for the invention. 


(b) Analyze each claim carefully, correlating each claim element 
to the relevant portion of the written description that describes that 
element. Give claim elements their broadest reasonable interpre- 
tation that is consistent with the written description. If elements of 
a claimed invention are defined in means plus function format, 
review the written description to identify the specific structure, 
materials or acts that correspond to each such element. 
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(c) Considering each claim as a whole, classify the invention 
defined by each claim as to its statutory category (i.e., process, 
machine, manufacture or composition of matter). Rely on the 
following presumptions in making this classification. 


(i) A computer or other programmable apparatus whose 
actions are directed by a computer program or other form of 
“software” is a statutory “machine.” 


(ii) A computer readable memory that can be used to direct a 
computer to function in a particular manner when used by the 
computer [1] is a statutory “article of manufacture”. 

(iii) A series of specific operational steps to be performed on 
or with the aid of a computer is a statutory “process”. 


A claim that clearly defines a computer-implemented process 
but is not cast as an element of a computer readable memory or as 
implemented on a computer should be classified as a statutory 
“process.” [2] If an applicant responds to an action of the Office 
based on this classification by asserting that subject matter claimed 
in this format is a machine or an article of manufacture, reject the 
claim under 35 U.S.C. § 112, second paragraph, for failing to recite 
at least one physical element in the claims that would otherwise 
place the invention in either of these two “product” categories. The 
Examiner should also object to the specification under 37 CFR 
1.71(b) if such an assertion is made, as the complete invention 
contemplated by the applicant has not been cast precisely as being 
an invention within one of the statutory categories. 


A claim that defines an invention as any of the following subject 
matter should be classified as non-statutory: 


--a compilation or arrangement of data, independent of any 
physical element; 


--a known machine-readable storage medium that is encoded 
with data representing creative or artistic expression (e.g., a work 
of music, art or literature) [3], [4]; 


--a “data structure” independent of any physical element (i.e., 
not as implemented on a physical component of a computer such 
as a computer readable memory to render that component capable 
of causing a computer to operate in a particular manner); or 


--a process that does nothing more than manipulate abstract 
ideas or concepts (e.g., a process consisting solely of the steps one 
would follow in solving a mathematical problem [5}). 


Claims in this form are indistinguishable from abstract ideas, 
laws of nature and natural phenomena and may not be patented. 
Non-statutory claims should be handled in the manner described in 
section (2)(c) below. 


2. Analyze each claim to determine if it complies with § 112, 
second paragraph, and with § 112, first paragraph. 


(a) Determine if the claims particularly point out and distinctly 
claim the invention. To do this, compare the invention as claimed 
to the invention as it has been described in the specification. Pay 
particular attention to the specific utility contemplated for the 
inventionfeatures or elements of the invention that are necessary to 
provide the specific utility contemplated for that invention must be 
reflected in the claims. If the claims fail to accurately define the 
invention, they should be rejected under § 112, second paragraph. 
A failure to limit the claim to reflect features of the invention that 
are necessary to impart the specific utility contemplated may also 
create a deficiency under § 112, first paragraph. 


If elements of a claimed invention are defined using “means 
plus function” language, but it is unclear what structure, materials 
or acts are intended to correspond to those elements, reject the 
claim under § 112, second paragraph. A rejection imposed on this 
basis shifts the burden to the applicant to describe the specific 
structure, material or acts that correspond to the means element in 
question, and to identify the precise location in the specification 
where a description of that means element can be found. Interpre- 
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tation of means elements for § 112, seconc. paragraph purposed 
must be consistent with interpretation of such elements for § 102 
and § 103 purposes. 

Computer program-related elements of a computer-imple- 
mented [6] invention may serve as the specific structure, material 
or acts that correspond to an element of an invention defined using 
a means plus function limitation. For example, a series of 
operations performed by a computer under the direction of a 
computer program may serve as “specific acts” that correspond to 
a means element. Similarly, a computer-readable memory encoded 
with data representing a computer program that can cause a 
computer to function in a particular fashion, or a component of a 
computer that has been reconfigured with a computer program to 
operate in a particular fashion, can serve as the “specific structure” 
corresponding to a means element. 

Claims must be defined using the English language. See, 37 
CFR 1.52(a). A computer programming language is not the 
English language, despite the fact that English words may be used 
in that language. Thus, an applicant may not use computer 
program code, in either source or object format, to define the metes 
and bounds of a claim. A claim which attempts to define elements 
of an invention using computer program code, rather than the 
functional steps which are to be performed, should be rejected 
under § 112, second paragraph, and should be objected to under 37 
CFR 1.52(a). 


(b) Construe the scope of the claimed invention to determine if 
it is adequately supported by an enabling disclosure. Construe any 
element defined in means plus function language to encompass all 
reasonable equivalents of the specific structure, material or acts 
disclosed in the specification corresponding to that means element. 
Special care should be taken to ensure that each claim complies 
with the written description and enablement requirements of 35 
U.S.C. § 112. 


(c) Aclaim as a whole that defines non-statutory subject matter 
is deficient under § 101, and under § 112, second paragraph. 
Determining the scope of a claim as a whole requires a clear 
understanding of what the applicant regards as the invention. The 
review performed in step | should be used to gain this understand- 
ing. 


(i) If the invention as disclosed in the written description is 
statutory, but the claims define subject matter that is not, the 
deficiency can be corrected by an appropriate claim amendment. 
Therefore, reject the claims under § 101 and § 112, second 
paragraph, but identify the features of the invention that, if recited 
in the claim, would render the claimed subject matter statutory. 


(ii) If the invention, both as disclosed and as claimed, is not 
statutory subject matter, reject the claims under § 101 for being 
drawn to non-statutory subject matter, and under § 112, second 
paragraph, for failing to particularly point out and distinctly claim 
an invention entitled to protection under U.S. patent law. 


An invention is not statutory if it falls within any of the 
non-statutory claim categories outlined in section (1)(c) above. 
Also, in rare situations, a claim classified as a statutory machine or 
article of manufacture may define non-statutory subject matter. 
Non-statutory subject matter (i.e., abstract ideas, laws of nature 
and natural phenomena) does not become statutory merely through 
a different form of claim presentation. Such a claim will (a) define 
the “invention” not through characteristics of the machine or 
article of manufacture claimed but exclusively in terms of a 
non-statutory process that is to be performed on or using that 
machine or article of manufacture, and (b) encompass any product 
in the stated class (e.g., computer, computer readable memory) 
configured in any manner to perform that process. 


3. Determine if the claimed invention is novel and nonobvious 
under § 102 and § 103. When evaluating claims defined using 
“mean plus function” language, refer to the specific guidance 
provided in the Jn re Donaldson guidelines [1162 OG 59] and 
section (3)(a) above. 


C. Notes on the Guidelines 


[1] Articles of manufacture encompassed by this definition consist 
of two elements: (1) a computer readable storage medium, such as 
a memory device, a compact disc or a floppy disk, and (2) data 
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encoded on that storage medium in such a way that the storage 
medium causes a computer to operate in a specific and predefined 
manner. The composite of the two elements is a storage medium 
with a particular physical structure and function (e.g., one that will 
impart the functionality represented by the data onto a computer). 


[2] For example, a claim that is cast as “a computer program” but 
which then recites specific steps to be implemented on or using a 
computer should be classified as a “process.” A claim to simply a 
“computer program” that does not define the invention in terms of 
specific steps to be performed on or using a computer should not 
be classified as a statutory process. 


(3] The specific words or symbols that constitute a computer 
program represent the expression of the computer program and as 
such are a literary creation. 


[4] A claim in this format should also be rejected under § 103, as 
being obvious over the known machine-readable storage medium 
standing alone. 


[5] A claim to a method consisting solely of the steps necessary to 
converting one set of numbers to another set of numbers without 
reciting any computer-implemented steps would be a non-statutory 
claim under this definition. 


{6] This includes the software and any associated computer 
hardware that is necessary to perform the functions directed by the 
software. 


[1180 OG 14] 
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Examination Guidelines for Computer-Related Inventions 


Agency: Patent and Trademark Office, Commerce. 

Action: Notice. 

Summary: The Patent and Trademark Office (“Office”) is publish- 
ing the final version of the guidelines to be used in examination of 
computer-related inventions. 

Effective Date: March 29, 1996. 

For Further Information Contact: Karen A. Buchanan by tele- 
phone at (703) 305-8607, by facsimile at (703) 305-9373, by 
electronic mail at buchanan @uspto.gov, or by mail marked to her 
attention addressed to Office of the Solicitor, PO. Box 15667, 
Arlington, Va. 22215. 


Supplementary Information: 
A. Discussion of Public Comments 


The Office received forty-six comments in response to the 
“Request for Public Comment on the Proposed Examination 
Guidelines for Computer-Implemented Inventions” published on 
June 2, 1995 (60 FR 28778) and the supporting legal analysis 
issued on October 3, 1995. The Office has carefully considered all 
of the comments, and a number of changes have been made in 
response 

These changes include: (1) merging the guidelines and the legal 
analysis in support of the guidelines into a single document, (2) 
changing the subject title of the document from “computer- 
implemented” inventions to “computer-related” inventions, (3) 
clarifying the legal requirements for statutory subject matter, (4) 
segmenting the guidelines into separate statutory requirements for 
patentability, and (5) ensuring that the guidelines treated com- 
puter-related inventions in the same manner as inventions in other 
technologies to avoid creation of an artificial distinction between 
hardware-implemented and software-implemented inventions 

Several suggestions have not been adopted. These include: (1) 
determining that claims for data structures per se and computer 
programs per se are statutory subject matter, (2) determining that 
claims for non-functional descriptive material embodied on com- 
puter-readable media are statutory subject matter, and (3) treating 
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claims that infer functional descriptive material is embodied on 
computer-readable medium as claims limited to computer-readable 
medium embodying the functional descriptive material. The first 
two suggestions are addressed in detail in Section IV.B.1(a)-(c) 
and the last suggestion is addressed in detail in Section IV.B.2(d). 

Several commentors encouraged the Office to improve its ability 
to conduct effective prior art searches. Such encouragement is 
consistent with the current Office plan to use automated search 
tools to effectively conduct such prior art searches 


B. Examination Guidelines for Computer-Related Inventions 
I. Introduction 


These “Examination Guidelines for Computer-Related Inven- 
tions”! (“Guidelines”) are to assist Office personnel in the exami- 
nation of applications drawn to computer-related inventions.” The 
Guidelines are based on the Office’s current understanding of the 
law and are believed to be fully consistent with binding precedent 
of the Supreme Court, the Federal Circuit and the Federal Circuit's 
predecessor courts. 

These Guidelines do not constitute substantive rulemaking and 
hence do not have the force and effect of law. These Guidelines 
have been designed to assist Office personnel in analyzing claimed 
subject matter for compliance with substantive law. Rejections will 
be based upon the substantive law and it is these rejections which 
are appealable. Consequently, any failure by Office personnel to 
follow the Guidelines is neither appealable nor petitionable. 

The Guidelines alter the procedures Office personnel will follow 
when examining applications drawn to computer-related inven- 
tions and are equally applicable to claimed inventions imple- 
mented in either hardware or software. The Guidelines also clarify 
the Office’s position on certain patentability standards related to 
this field of technology. Office personnel are to rely on these 
Guidelines in the event of any inconsistent treatment of issues 
between these Guidelines and any earlier provided guidance from 
the Office. 

The Freeman-Walter-Abele* test may additionally be relied 
upon in analyzing claims directed solely to a process for solving a 
mathematical algorithm. 

Office personnel have had difficulty in properly treating claims 
directed to methods of doing business. Claims should not be 
categorized as methods of doing business. Instead, such claims 
should be treated like any other process claims, pursuant to these 
Guidelines when relevant.* 

The appendix includes a flow chart of the process Office 
personnel will follow in conducting examinations for computer- 
related inventions. 


Il. Determine What Applicant Has Invented and Is Seeking to 
Patent 


It is essential that patent applicants obtain a prompt yet 
complete examination of their applications. Under the principles of 
compact prosecution, each claim should be reviewed for compli- 
ance with every statutory requirement for patentability in the 
initial review of the application, even if one or more claims are 
found to be deficient with respect to some statutory requirement. 
Thus, Office personnel should state all reasons and bases for 
rejecting claims in the first Office action. Deficiencies should be 
explained clearly, particularly when they serve as a basis for a 
rejection. Whenever practicable, Office personnel should indicate 
how rejections may be overcome and how problems may be 
resolved. A failure to follow this approach can lead to unnecessary 
delays in the prosecution of the application. 

Prior to focusing on specific statutory requirements, Office 
personnel must begin examination by determining what, precisely, 
the applicant has invented and is seeking to patent,’ and how the 
claims relate to and define that invention. Consequently, Office 
personnel will no longer begin examination by determining if a 
claim recites a “mathematical algorithm.” Rather, they will review 
the complete specification, including the detailed description of the 
invention, any specific embodiments that have been disclosed, the 
claims and any specific utilities that have been asserted for the 
invention. 
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A. Identify and Understand Any Practical Application As- 
serted for the Invention 


The subject matter sought to be patented must be a “useful” 
process, machine, manufacture or composition of matter, i.e., it 
must have a practical application. The purpose of this requirement 
is to limit patent protection to inventions that possess a certain 
level of “real world” value, as opposed to subject matter that 
represents nothing more than an idea or concept, or is simply a 
starting point for future investigation or research.° Accordingly, a 
complete disclosure should contain some indication of the practi- 
cal application for the claimed invention, i.e., why the applicant 
believes the claimed invention is useful. 

The utility of an invention must be within the “technological” 
arts.’ A computer-related invention is within the technological arts. 
A practical application of a computer-related invention is statutory 
subject matter. This requirement can be discerned from the 
variously phrased prohibitions against the patenting of abstract 
ideas, laws of nature or natural phenomena. An invention that has 
a practical application in the technological arts satisfies the utility 
requirement.® 

The applicant is in the best position to explain why an invention 
is believed useful. Office personnel should therefore focus their 
efforts on pointing out statements made in the specification that 
identify all practical applications for the invention. Office person- 
nel should rely on such statements throughout the examination 
when assessing the invention for compliance with all statutory 
criteria. An applicant may assert more than one practical applica- 
tion, but only one is necessary to satisfy the utility requirement. 
Office personnel should review the entire disclosure to determine 
the features necessary to accomplish at least one asserted practical 
application. 


B. Review the Detailed Disclosure and Specific Embodiments 
of the Invention to Determine What the Applicant Has In- 
vented 


The written description will provide the clearest explanation of 
the applicant’s invention, by exemplifying the invention, explain- 
ing how it relates to the prior art and explaining the relative 
significance of various features of the invention. Accordingly, 
Office personnel should begin their evaluation of a computer- 
related invention as follows: 


-- determine what the programmed computer does when it per- 
forms the processes dictated by the software (i.e., the functionality 
of the programmed computer);? 


-- determine how the computer is to be configured to provide that 
functionality (i.e., what elements constitute the programmed 
computer and how those elements are configured and interrelated 
to provide the specified functionality); and 


-- if applicable, determine the relationship of the programmed 
computer to other subject matter outside the computer that 
constitutes the invention (e.g., machines, devices, materials, or 
process steps other than those that are part of or performed by the 
programmed computer).'° 


Patent applicants can assist the Office by preparing applications 
that clearly set forth these aspects of a computer-related invention. 


C. Review the Claims 


The claims define the property rights provided by a patent, and 
thus require careful scrutiny. The goal of claim analysis is to 
identify the boundaries of the protection sought by the applicant 
and to understand how the claims relate to and define what the 
applicant has indicated is the invention. Office personnel must 
thoroughly analyze the language of a claim before determining if 
the claim complies with each statutory requirement for patentabil- 
ity 


Office personne! should begin claim analysis by identifying and 
evaluating each claim limitation. For processes, the claim limita- 
tions will define steps or acts to be performed. For products’, the 
claim limitations will define discrete physical structures. The 
discrete physical structures may be comprised of hardware or a 
combination of hardware and software. 
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Office personnel are to correlate each claim limitation to all 
portions of the disclosure that describe the claim limitation. This is 
to be done in all cases, i.e., whether or not the claimed invention 
is defined using means or step plus function language. The 
correlation step will ensure that Office personnel correctly interpret 
each claim limitation. 

The subject matter of a properly construed claim is defined by 
the terms that limit its scope. It is this subject matter that must be 
examined. As a general matter, the grammar and intended meaning 
of terms used in a claim will dictate whether the language limits 
the claim scope. Language that suggests or makes optional but 
does not require steps to be performed or does not limit a claim to 
a particular structure does not limit the scope of a claim or claim 
limitation. '? 

Office personnel must rely on the applicant’s disclosure to 
properly determine the meaning of terms used in the claims.'* An 
applicant is entitled to be his or her own lexicographer, and in 
many instances will provide an explicit definition for certain terms 
used in the claims. Where an explicit definition is provided by the 
applicant for a term, that definition will control interpretation of 
the term as it is used in the claim. Office personnel should 
determine if the original disclosure provides a definition consistent 
with any assertions made by applicant.'* If an applicant does not 
define a term in the specification, that term will be given its 
“common meaning.”'* 

If the applicant asserts that a term has a meaning that conflicts 
with the term’s art-accepted meaning, Office personnel should 
encourage the applicant to amend the claim to better reflect what 
applicant intends to claim as the invention. If the application 
becomes a patent, it becomes prior art against subsequent appli- 
cations. Therefore, it is important for later search purposes to have 
the patentee employ commonly accepted terminology, particularly 
for searching text-searchable databases. 

Office personnel must always remember to use the perspective 
of one of ordinary skill in the art. Claims and disclosures are not 
to be evaluated in a vacuum. If elements of an invention are well 
known in the art, the applicant does not have to provide a 
disclosure that describes those elements. In such a case the 
elements will be construed as encompassing any and every 
art-recognized hardware or combination of hardware and software 
technique for implementing the defined requisite functionalities. 

Office personnel are to give claims their broadest reasonable 
interpretation in light of the supporting disclosure.'° Where means 
plus function language is used to define the characteristics of a 
machine or manufacture invention, claim limitations must be 
interpreted to read on only the structures or materials disclosed in 
the specification and “equivalents thereof.”'’ Disclosure may be 
express, implicit or inherent. Thus, at the outset, Office personnel 
must attempt to correlate claimed means to elements set forth in 
the written description. The written description includes the 
specification and the drawings. Office personnel are to give the 
claimed means plus function limitations their broadest reasonable 
interpretation consistent with all corresponding structures or ma- 
terials described in the specification and their equivalents. Further 
guidance in interpreting the scope of equivalents is provided in the 
“Examination Guidelines For Claims Reciting A Means or Step 
Plus Function Limitation In Accordance With 35 U.S.C. 112, 6th 
Paragraph” (“Means Plus Function Guidelines”).'* 

While it is appropriate to use the specification to determine what 
applicant intends a term to mean, a positive limitation from the 
specification cannot be read into a claim that does not impose that 
limitation. A broad interpretation of a claim by Office personnel 
will reduce the possibility that the claim, when issued, will be 
interpreted more broadly than is justified or intended. An applicant 
can always amend a claim during prosecution to better reflect the 
intended scope of the claim. 

Finally, when evaluating the scope of a claim, every limitation 
in the claim must be considered.'? Office personnel may not 
dissect a claimed invention into discrete elements and then 
evaluate the elements in isolation. Instead, the claim as a whole 
must be considered. 


Ill. Conduct a Thorough Search of the Prior Art 


Prior to classifying the claimed invention under 101, Office 
personnel are expected to conduct a thorough search of the prior 
art. Generally, a thorough search involves reviewing both U.S. and 
foreign patents and non-patent literature. In many cases, the result 


OFFICIAL GAZETTE 


Fesruary 20, 2001 


of such a search will contribute to Office personnel’s understand- 
ing of the invention. Both claimed and unclaimed aspects of the 
invention described in the specification should be searched if there 
is a reasonable expectation that the unclaimed aspects may be later 
claimed. A search must take into account any structure or material 
described in the specification and its equivalents which correspond 
to the claimed means plus function limitation, in accordance with 
35 U.S.C. § 112, sixth paragraph and the Means Plus Function 
Guidelines.”° 


IV. Determine Whether the Claimed Invention Complies with 
35 U.S.C. § 101 


A. Consider the Breadth of 35 U.S.C. § 101 Under Controlling 
Law 


As the Supreme Court has held, Congress chose the expansive 
language of § 101 so as to include “anything under the sun that is 
made by man.”?! Accordingly, § 101 of title 35, United States 
Code, provides: 


Whoever invents or discovers any new and useful process, 
machine, manufacture, or composition of matter, or any new and 
useful improvement thereof, may obtain a patent therefor, subject 
to the conditions and requirements of this title.” 


As cast, § 101 defines four categories of inventions that 
Congress deemed to be the appropriate subject matter of a patent; 
namely, processes, machines, manufactures and compositions of 
matter. The latter three categories define “things” while the first 
category defines “actions” (i.e., inventions that consist of a series 
of steps or acts to be performed).?* 

Federal courts have held that § 101 does have certain limits. 
First, the phrase “anything under the sun that is made by man” is 
limited by the text of § 101, meaning that one may only patent 
something that is a machine, manufacture, composition of matter 
or a process.”* Second, § 101 requires that the subject matter 
sought to be patented be a “useful” invention. Accordingly, a 
complete definition of the scope of § 101, reflecting Congressional 
intent, is that any new and useful process, machine, manufacture or 
composition of matter under the sun that is made by man is the 
proper subject matter of a patent. Subject matter not within one of 
the four statutory invention categories or which is not “useful” in 
a patent sense is, accordingly, not eligible to be patented. 

The subject matter courts have found to be outside the four 
statutory categories of invention is limited to abstract ideas, laws 
of nature and natural phenomena. While this is easily stated, 
determining whether an applicant is seeking to patent an abstract 
idea, a law of nature or a natural phenomenon has proven to be 
challenging. These three exclusions recognize that subject matter 
that is not a practical application or use of an idea, a law of nature 
or a natural phenomenon is not patentable.”° 

Courts have expressed a concern over “preemption” of ideas, 
laws of nature or natural phenomena.”° The concern over preemp- 
tion serves to bolster and justify the prohibition against the 
patenting of such subject matter. In fact, such concerns are only 
relevant to claiming a scientific truth or principle. Thus, a claim to 
an “abstract idea” is non-statutory because it does not represent a 
practical application of the idea, not because it would preempt the 
idea. 


B. Classify the Claimed Invention as to Its Proper Statutory 
Category 


To properly determine whether a claimed invention complies 
with the statutory invention requirements of § 101, Office person- 
nel should classify each claim into one or more statutory or 
non-statutory categories. If the claim falls into a non-statutory 
category, that should not preclude complete examination of the 
application for satisfaction of all other conditions of patentability. 
This classification is only an initial finding at this point in the 
examination process that will be again assessed after the exami- 
nation for compliance with § 102, § 103 and § 112 is completed 
and before issuance of any Office action on the merits. 

If the invention as set forth in the written description is statutory, 
but the claims define subject matter that is not, the deficiency can 
be corrected by an appropriate amendment of the claims. In such 
a case, Office personnel should reject the claims drawn to 
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non-statutory subject matter under § 101, but identify the features 
of the invention that would render the claimed subject matter 
statutory if recited in the claim. 


1. Non-Statutory Subject Matter 


Claims to computer-related inventions that are clearly non- 
statutory fall into the same general categories as non-statutory 
claims in other arts, namely natural phenomena such as magne- 
tism, and abstract ideas or laws of nature which constitute 
“descriptive material.” Descriptive material can be characterized 
as either “functional descriptive material” or “non-functional 
descriptive material.” In this context, “functional descriptive 
material” consists of data structures?’ and computer programs 
which impart functionality when encoded on a computer-readable 
medium. “Non-functional descriptive material” includes but is not 
limited to music, literary works and a compilation or mere 
arrangement of data. 

Both types of “descriptive material” are non-statutory when 
claimed as descriptive material per se. When functional descriptive 
material is recorded on some computer-readable medium it be- 
comes structurally and functionally interrelated to the medium and 
will be statutory in most cases.7* When non-functional descriptive 
material is recorded on some computer-readable medium, it is not 
structurally and functionally interrelated to the medium but is 
merely carried by the medium. Merely claiming non-functional 
descriptive material stored in a computer-readable medium does 
not make it statutory. Such a result would exalt form over 
substance.” Thus, non-statutory music does not become statutory 
by merely recording it on a compact disk. Protection for this type 
of work is provided under the copyright law. 

Claims to processes that do nothing more than solve mathemati- 
cal problems or manipulate abstract ideas or concepts are more 
complex to analyze and are addressed below. See sections 
IV.B.2(d) and IV.B.2(e). 


(a) Functional Descriptive Material: “Data Structures” Rep- 
resenting Descriptive Material Per Se or Computer Programs 
Representing Computer Listings Per Se 


Data structures not claimed as embodied in computer-readable 
media are descriptive material per se and are not statutory because 
they are neither physical “things” nor statutory processes.*” Such 
claimed data structures do not define any structural and functional 
interrelationships between the data structure and other claimed 
aspects of the invention which permit the data structure’s func- 
tionality to be realized. In contrast, a claimed computer-readable 
medium encoded with a data structure defines structural and 
functional interrelationships between the data structure and the 
medium which permit the data structure’s functionality to be 
realized, and is thus statutory. 

Similarly, computer programs claimed as computer listings per 
se, i.e., the descriptions or expressions of the programs, are not 
physical “things,” nor are they statutory processes, as they are not 
“acts” being performed. Such claimed computer programs do not 
define any structural and functional interrelationships between the 
computer program and other claimed aspects of the invention 
which permit the computer program’s functionality to be realized. 
In contrast, a claimed computer-readable medium encoded with a 
computer program defines structural and functional interrelation- 
ships between the computer program and the medium which 
permit the computer program’s functionality to be realized, and is 
thus statutory. Accordingly, it is important to distinguish claims 
that define descriptive material per se from claims that define 
statutory inventions. 

Computer programs are often recited as part of a claim. Office 
personnel should determine whether the computer program is 
being claimed as part of an otherwise statutory manufacture or 
machine. In such a case, the claim remains statutory irrespective of 
the fact that a computer program is included in the claim. The 
same result occurs when a computer program is used in a 
computerized process where the computer executes the instruc- 
tions set forth in the computer program. Only when the claimed 
invention taken as a whole is directed to a mere program listing, 
i.e., to only its description or expression, is it descriptive material 
per se and hence non-statutory. 
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Since a computer program is merely a set of instructions capable 
of being executed by a computer, the computer program itself is 
not a process and Office personnel should treat a claim for a 
computer program, without the computer-readable medium needed 
to realize the computer program’s functionality, as non-statutory 
functional descriptive material. When a computer program is 
claimed in a process where the computer is executing the computer 
program’s instructions, Office personnel should treat the claim as 
a process claim. See Sections IV.B.2(b)-(e). When a computer 
program is recited in conjunction with a physical structure, such as 
a computer memory, Office personnel should treat the claim as a 
product claim. See Section IV.B.2(a). 


(b) Non-Functional Descriptive Material 


Descriptive material that cannot exhibit any functional interre- 
lationship with the way in which computing processes are per- 
formed does not constitute a statutory process, machine, manufac- 
ture or composition of matter and should be rejected under § 101. 
Thus, Office personnel should consider the claimed invention as a 
whole to determine whether the necessary functional interrelation- 
ship is provided. 

Where certain types of descriptive material, such as music, 
literature, art, photographs and mere arrangements or compilations 
of facts or data,*' are merely stored so as to be read or outputted 
by a computer without creating any functional interrelationship, 
either as part of the stored data or as part of the computing 
processes performed by the computer, then such descriptive 
material alone does not impart functionality either to the data as so 
structured, or to the computer. Such “descriptive material” is not a 
process, machine, manufacture or composition of matter. 

The policy that precludes the patenting of non-functional 
descriptive material would be easily frustrated if the same descrip- 
tive material could be patented when claimed as an article of 
manufacture.** For example, music is commonly sold to consum- 
ers in the format of a compact disc. In such cases, the known 
compact disc acts as nothing more than a carrier for non-functional 
descriptive material. The purely non-functional descriptive mate- 
rial cannot alone provide the practical application for the manu- 
facture. 

Office personnel should be prudent in applying the foregoing 
guidance. Non-functional descriptive material may be claimed in 
combination with other functional descriptive material on a 
computer-readable medium to provide the necessary functional 
and structural interrelationship to satisfy the requirements of § 
101. The presence of the claimed non-functional descriptive 
material is not necessarily determinative of non-statutory subject 
matter. For example, a computer that recognizes a particular 
grouping of musical notes read from memory and upon recogniz- 
ing that particular sequence, causes another defined series of notes 
to be played, defines a functional interrelationship among that data 
and the computing processes performed when utilizing that data, 
and as such is statutory because it implements a statutory process. 


(c) Natural Phenomena Such as Electricity and Magnetism 


Claims that recite nothing but the physical characteristics of a 
form of energy, such as a frequency, voltage, or the strength of a 
magnetic field, define energy or magnetism, per se, and as such are 
non-statutory natural phenomena.** However, a claim directed to a 
practical application of a natural phenomenon such as energy or 
magnetism is statutory.** 


2. Statutory Subject Matter 
(a) Statutory Product Claims** 


If a claim defines a useful machine or manufacture by identi- 
fying the physical structure of the machine or manufacture in 
terms of its hardware or hardware and software combination, it 
defines a statutory product.*° 

A machine or manufacture claim may be one of two types: (1) 
a claim that encompasses any and every machine for performing 
the underlying process or any and every manufacture that can 
cause a computer to perform the underlying process, or (2) a claim 
that defines a specific machine or manufacture. When a claim is of 





1243 TMOG 300 
(118) 


the first type, Office personnel are to evaluate the underlying 
process the computer will perform in order to determine the 
patentability of the product 


(i) Claims that Encompass Any Machine or Manufacture 
Embodiment of a Process 


Office personne! must treat each claim as a whole. The mere fact 
that a hardware element is recited in a claim does not necessarily 
limit the claim to a specific machine or manufacture.”’ If a product 
claim encompasses any and every computer implementation of a 
process, when read in light of the specification, it should be 
examined on the basis of the underlying process. Such a claim can 
be recognized as it will 


define the physical characteristics of a computer or computer 
component exclusively as functions or steps to be performed on or 
by a computer, and 

encompass any and every product in the stated class (e.g., 
computer, computer-readable memory) configured in any manner 
to perform that process 


Office personnel are reminded that finding a product claim to 
encompass any and every product embodiment of a process 
invention simply means that the Office will presume that the 
product claim encompasses any and every hardware or hardware 
platform and associated software implementation that performs the 
specified set of claimed functions. Because this is interpretive and 
nothing more, it does not provide any information as to the 
patentability of the applicant's underlying process or the product 
claim. 

When Office personnel have reviewed the claim as a whole and 
found that it is not limited to a specific machine or manufacture. 
they shall identify how each claim limitation has been treated and 
set forth their reasons in support of their conclusion that the claim 
encompasses any and every machine or manufacture embodiment 
of a process. This will shift the burden to applicant to demonstrate 
why the claimed invention should be limited to a specific machine 
or manufacture 

If a claim is found to encompass any and every product 
embodiment of the underlying process, and if the underlying 
process is statutory, the product claim should be classified as a 
statutory product. By the same token, if the underlying process 
invention is found to be non-statutory, Office personnel should 
classify the “product” claim as a “non-statutory product.” If the 
product claim is classified as being a non-statutory product on the 
basis of the underlying process, Office personnel should emphasize 
that they have considered all claim limitations and are basing their 
finding on the analysis of the underlying process. 


(ii) Product Claims--Claims Directed to Specific Machines and 
Manufactures 


If a product claim does not encompass any and every computer 
implementation of a process, then it must be treated as a specific 
machine or manufacture. Claims that define a computer-related 
invention as a specific machine or specific article of manufacture 
must define the physical structure of the machine or manufacture 
in terms of its hardware or hardware and “specific software.” ** The 
applicant may define the physical structure of a programmed 
computer or its hardware or software components in any manner 
that can be clearly understood by a person skilled in the relevant 
art. Generally a claim drawn to a particular programmed computer 
should identify the elements of the computer and indicate how 
those elements are configured in either hardware or a combination 
of hardware and specific software. 

To adequately define a specific computer memory. the claim 
must identify a general or specific memory and the specific 
software which provides the functionality stored in the memory. 

A claim limited to a specific machine or manufacture, which has 
a practical application in the technological arts, is statutory. In 
most cases, a Claim to a specific machine or manufacture will have 
a practical application in the technological arts. 


(iii) Hypothetical Machine Claims Which Illustrate Claims of 
the Types Described in Sections IV.B.2(a)(i) and (ii) 


Two applicants present a claim to the following process: 
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A process for determining and displaying the structure of a 
chemical compound comprising: 


(a) solving the wavefunction parameters for the compound to 
determine the structure of a compound; and 
(b) displaying the structure of the compound determined in 


step (a). 


Each applicant also presents a claim to the following apparatus: 


A computer system for determining the three dimensional 
structure of a chemical compound comprising: 


(a) means for determining the three dimensional structure of 
a compound; and 

(b) means for creating and displaying an image representing 
a three-dimensional perspective of the compound. 


In addition, each applicant provides the noted disclosures to 
support the claims: 





Disclosure 


Result 


Explanation 


Applicant A 


The disclosure describes 
specific software, i.e., 
specific program code 
segments, that are to 

be employed to configure 
general purpose 
microprocessor to create 
specific logic circuits. 
These circuits are indicated 
to be the “means” 
corresponding to the 
means limitations 


Claim defines specific 
computer, patentability 
stands independently 
from process claim. 


Disclosure identifies the 
specific machine 
capable of 

performing the 
indicated functions. 


Applicant B 


The disclosure states 
that it would be a 
matter of routine skill 
to select an appropriate 
a conventional computer 
system and implement the 
claimed process on that 
computer system. The 
disclosure does not have 
specific disclosure that 
claimed corresponds to the 
two “means” limitations 
recited in the claim 
(i.e., no specific 
software or logic 
circuit). The disclosure 
does have an explanation 
of how to solve the 
wavefunction equations 
of a chemical 
compound, and 
indicates that the 
solutions of those 
wavefunction equations 
can be employed to 
determine 

the physical structure 

of the corresponding 
compound. 

Claim encompasses any 
computer embodiment 
of process claim; 
patentability stands 

or falls with process 
claim. 

Disclosure does not 
provide any 

information to 
distinguish the 
“implementation” of the 
process on a computer 
from the factors that 
will govern the 
patentability determination 
of the process per se. 
As such, the 
patentability of 

this apparatus claim 

will stand or fall 

with that of the 

process claim. 
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(b) Statutory Process Claims 


A claim that requires one or more acts to be performed defines a 
process. However, not all processes are statutory under § 101. To 
be statutory, a claimed computer-related process must either: (1) 
result in a physical transformation outside the computer for which 
a practical application in the technological arts is either disclosed 
in the specification or would have been known to a skilled artisan 
(discussed in (i) below),*” or (2) be limited by the language in the 
claim to a practical application within the technological arts 
(discussed in (ii) below).*° The claimed practical application must 
be a further limitation upon the claimed subject matter if the 
process is confined to the internal operations of the computer. If a 
physical transformation occurs outside the computer, it is not 
necessary to claim the practical application. A disclosure that 
permits a skilled artisan to practice the claimed invention, i.e., to 
put it to a practical use, is sufficient. On the other hand, it is 
necessary to claim the practical application if there is no physical 
transformation or if the process merely manipulates concepts or 
converts one set of numbers into another. 

A claimed process is clearly statutory if it results in a physical 
transformation outside the computer, i.e., falls into one or both of 
the following specific categories (“safe harbors”). 


(i) Safe Harbors 


-- Independent Physical Acts (Post-Computer Process Activity) 


A process is statutory if it requires physical acts to be performed 
outside the computer independent of and following the steps to be 
performed by a programmed computer, where those acts involve 
the manipulation of tangible physical objects and result in the 
object having a different physical attribute or structure.*' Thus, if 
a process claim includes one or more post-computer process steps 
that result in a physical transformation outside the computer 
(beyond merely conveying the direct result of the computer 
operation, see Section [V.B.2(d)(iii)), the claim is clearly statutory. 


Examples of this type of statutory process include the following: 


-- A method of curing rubber in a mold which relies upon updating 
process parameters, using a computer processor to determine a 
time period for curing the rubber, using the computer processor to 
determine when the time period has been reached in the curing 
process and then opening the mold at that stage. 

-- A method of controlling a mechanical robot which relies upon 
storing data in a computer that represents various types of 
mechanical movements of the robot, using a computer processor to 
calculate positioning of the robot in relation to given tasks to be 
performed by the robot, and controlling the robot’s movement and 
position based on the calculated position. 


-- Manipulation of Data Representing Physical Objects or 
Activities (Pre-Computer Process Activity) 


Another statutory process is one that requires the measurements of 
physical objects or activities to be transformed outside of the 
computer into computer data,*” where the data comprises signals 
corresponding to physical objects or activities external to the 
computer system, and where the process causes a physical trans- 
formation of the signals which are intangible representations of the 
physical objects or activities.** 


Examples of this type of claimed statutory process include the 
following: 


-- A method of using a computer processor to analyze electrical 
signals and data representative of human cardiac activity by 
converting the signals to time segments, applying the time 
segments in reverse order to a high pass filter means, using the 
computer processor to determine the amplitude of the high pass 
filter's output, and using the computer processor to compare the 
value to a predetermined value. In this example the data is an 
intangible representation of physical activity, i.e., human cardiac 
activity. The transformation occurs when heart activity is mea- 
sured and an electrical signal is produced. This process has real 
world value in predicting vulnerability to ventricular tachycardia 
immediately after a heart attack. 
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-- A method of using a computer processor to receive data 
representing Computerized Axial Tomography (“CAT”) scan im- 
ages of a patient, performing a calculation to determine the 
difference between a local value at a data point and an average 
value of the data in a region surrounding the point, and displaying 
the difference as a gray scale for each point in the image, and 
displaying the resulting image. In this example the data is an 
intangible representation of a physical object, i.e., portions of the 
anatomy of a patient. The transformation occurs when the condi- 
tion of the human body is measured with X-rays and the X-rays are 
converted into electrical digital signals that represent the condition 
of the human body. The real world value of the invention lies in 
creating a new CAT scan image of body tissue without the 
presence of bones. 

-- A method of using a computer processor to conduct seismic 
exploration, by imparting spherical seismic energy waves into the 
earth from a seismic source, generating a plurality of reflected 
signals in response to the seismic energy waves at a set of receiver 
positions in an array, and summing the reflection signals to 
produce a signal simulating the reflection response of the earth to 
the seismic energy. In this example, the electrical signals processed 
by the computer represent reflected seismic energy. The transfor- 
mation occurs by converting the spherical seismic energy waves 
into electrical signals which provide a geophysical representation 
of formations below the earth’s surface. Geophysical exploration 
of formations below the surface of the earth has real world value. 
If a claim does not clearly fall into one or both of the safe harbors, 
the claim may still be statutory if it is limited by the language in 
the claim to a practical application in the technological arts. 


(ii) Computer-Related Processes Limited to a Practical Appli- 
cation in the Technological Arts 


There is always some form of physical transformation within a 
computer because a computer acts on signals and transforms them 
during its operation and changes the state of its components during 
the execution of a process. Even though such a physical transfor 
mation occurs within a computer, such activity is not determina- 
tive of whether the process is statutory because such transforma- 
tion alone does not distinguish a statutory computer process from 
a non-statutory computer process. What is determinative is not 
how the computer performs the process, but what the computer 
does to achieve a practical application.** 

A process that merely manipulates an abstract idea or performs a 
purely mathematical algorithm is non-statutory despite the fact 
that it might inherently have some usefulness.** For such subject 
matter to be statutory, the claimed process must be limited to a 
practical application of the abstract idea or mathematical algorithm 
in the technological arts.*° For example, a computer process that 
simply calculates a mathematical algorithm that models noise is 
non-statutory. However, a claimed process for digitally filtering 
noise employing the mathematical algorithm is statutory. 


Examples of this type of claimed statutory process include the 
following: 


-- A computerized method of optimally controlling transfer, 
storage and retrieval of data between cache and hard disk storage 
devices such that the most frequently used data is readily available. 
-- A method of controlling parallel processors to accomplish 
multi-tasking of several computing tasks to maximize computing 
efficiency.*’ 

-- A method of making a word processor by storing an executable 
word processing application program in a general purpose digital 
computer's memory, and executing the stored program to impart 
word processing functionality to the general purpose digital 
computer by changing the state of the computer’s arithmetic logic 
unit when program instructions of the word processing program 
are executed. 

-- A digital filtering process for removing noise from a digital 
signal comprising the steps of calculating a mathematical algo- 
rithm to produce a correction signal and subtracting the correction 
signal from the digital signal to remove the noise. 


(c) Non-Statutory Process Claims 
If the “acts” of a claimed process manipuiate only numbers, 


abstract concepts or ideas, or signals representing any of the 
foregoing, the acts are not being applied to appropriate subject 
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matter. Thus, a process consisting solely of mathematical opera- 
tions, i.e., converting one set of numbers into another set of 
numbers, does not manipulate appropriate subject matter and thus 
cannot constitute a statutory process. 


In practical terms, claims define non-statutory processes if they: 


-- consist solely of mathematical operations without some claimed 
practical application (i.e., executing a “mathematical algorithm”); 
or 

-- simply manipulate abstract ideas, e.g., a bid** or a bubble 
hierarchy,*” without some claimed practical application. 


A claimed process that consists solely of mathematical operations 
is non-statutory whether or not it is performed on a computer. 
Courts have recognized a distinction between types of mathemati- 
cal algorithms, namely, some define a “law of nature” in math- 
ematical terms and others merely describe an “abstract idea.”*° 
Certain mathematical algorithms have been held to be non- 
statutory because they represent a mathematical definition of a law 
of nature or a natural phenomenon. For example, a mathematical 
algorithm representing the formula E=mc? is a “law of nature”--it 
defines a “fundamental scientific truth” (i.e., the relationship 
between energy and mass). To comprehend how the law of nature 
relates to any object, one invariably has to perform certain steps 
(e.g., multiplying a number representing the mass of an object by 
the square of a number representing the speed of light). In such a 
case, a claimed process which consists solely of the steps that one 
must follow to solve the mathematical representation of E=mc? is 
indistinguishable from the law of nature and would “preempt” the 
law of nature. A patent cannot be granted on such a process. 
Other mathematical algorithms have been held to be non-statutory 
because they merely describe an abstract idea. An “abstract idea” 
may simply be any sequence of mathematical operations that are 
combined to solve a mathematical problem. The concern ad- 
dressed by holding such subject matter non-statutory is that the 
mathematical operations merely describe an idea and do not define 
a process that represents a practical application of the idea. 
Accordingly, when a claim reciting a mathematical algorithm is 
found to define non-statutory subject matter the basis of the § 101 
rejection must be that, when taken as a whole, the claim recites a 
law of nature, a natural phenomenon, or an abstract idea. 


(d) Certain Claim Language Related to Mathematical Opera- 
tion Steps of a Process 


(i) Intended Use or Field of Use Statements 


Claim language that simply specifies an intended use or field of 
use for the invention generally will not limit the scope of a claim, 
particularly when only presented in the claim preamble. Thus, 
Office personnel should be careful to properly interpret such 
language.°' When such language is treated as non-limiting, Office 
personnel should expressly identify in the Office action the claim 
language that constitutes the intended use or field of use statements 
and provide the basis for their findings. This will shift the burden 
to applicant to demonstrate why the language is to be treated as a 
claim limitation. 


(ii) Necessary Antecedent Step to Performance of a Math- 
ematical Operation or Independent Limitation on a Claimed 
Process 


In some situations, certain acts of “collecting” or “selecting” data 
for use in a process consisting of one or more mathematical 
operations will not further limit a claim beyond the specified 
mathematical operation step(s). Such acts merely determine values 
for the variables used in the mathematical formulae used in 
making the calculations.** In other words, the acts are dictated by 
nothing other than the performance of a mathematical operation.** 
If a claim requires acts to be performed to create data that will then 
be used in a process representing a practical application of one or 
more mathematical operations, those acts must be treated as 
further limiting the claim beyond the mathematical operation(s) 
per se. Such acts are data gathering steps not dictated by the 
algorithm but by other limitations which require certain antecedent 
steps and as such constitute an independent limitation on the claim. 
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Examples of acts that independently limit a claimed process 
involving mathematical operations include: 


-- a method of conducting seismic exploration which requires 
generating and manipulating signals from seismic energy waves 
before “summing” the values represented by the signals;* and 

-- a method of displaying X-ray attenuation data as a signed gray 
scale signal in a “field” using a particular algorithm, where the 
antecedent steps require generating the data using a particular 
machine (e.g., a computer tomography scanner).*° 


Examples of steps that do not independently limit one or more 
mathematical operation steps include: 


-- “perturbing” the values of a set of process inputs, where the 
subject matter “perturbed” was a number and the act of “perturb- 
ing” consists of substituting the numerical values of variables;*° 
and 

-- selecting a set of arbitrary measurement point values.*” 


Such steps do not impose independent limitations on the scope of 
the claim beyond those required by the mathematical operation 
limitation. 

(iii) Post-Mathematical Operation Step Using Solution or 
Merely Conveying Result of Operation 


In some instances, certain kinds of post-solution “acts” will not 
further limit a process claim beyond the performance of the 
preceding mathematical operation step even if the acts are recited 
in the body of a claim. If, however, the claimed acts represent 
some “significant use” of the solution, those acts will invariably 
impose an independent limitation on the claim. A “significant use” 
is any activity which is more than merely outputting the direct 
result of the mathematical operation. Office personnel are re- 
minded to rely on the applicant’s characterization of the signifi- 
cance of the acts being assessed to resolve questions related to 
their relationship to the mathematical operations recited in the 
claim and the invention as a whole.** Thus, if a claim requires that 
the direct result of a mathematical operation be evaluated and 
transformed into something else, Office personnel cannot treat the 
subsequent steps as being indistinguishable from the performance 
of the mathematical operation and thus not further limiting on the 
claim. For example, acts that require the conversion of a series of 
numbers representing values of a wavefunction equation for a 
chemical compound into values representing an image that con- 
veys information about the three-dimensional structure of the 
compound and the displaying of the three-dimensional structure 
cannot be treated as being part of the mathematical operations. 
Office personnel should be especially careful when reviewing 
claim language that requires the performance of “post-solution” 
steps to ensure that claim limitations are not ignored. 


Examples of steps found not to independently limit a process 
involving one or more mathematical operation steps include: 


-- Step of “updating alarm limits” found to constitute changing the 
number value of a variable to represent the result of the calcula- 
tion;*” 

-- final step of magnetically recording the result of a calculation;®° 
-- final step of “equating” the process outputs to the values of the 
last set of process inputs found to constitute storing the result of 
calculations;*! 

-- final step of displaying result of a calculation “as a shade of gray 
rather than as simply a number” found to not constitute distinct 
step where the data were numerical values that did not represent 
anything;® and 

-- step of “transmitting electrical signals representing” the result of 
calculations.** 


(e) Manipulation of Abstract Ideas Without a Claimed Prac- 
tical Application 


A process that consists solely of the manipulation of an abstract 
idea without any limitation to a practical application is non- 
statutory.°* Office personnel have the burden to establish a prima 
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facie case that the claimed invention taken as a whole is directed 
to the manipulation of abstract ideas without a practical applica- 
tion. 

In order to determine whether the claim is limited to a practical 
application of an abstract idea, Office personnel must analyze the 
claim as a whole, in light of the specification, to understand what 
subject matter is being manipulated and how it is being manipu- 
lated. During this procedure, Office personnel must evaluate any 
statements of intended use or field of use, any data gathering step 
and any post-manipulation activity. See section IV.B.2(d) above 
for how to treat various types of claim language. Only when the 
claim is devoid of any limitation to a practical application in the 
technological arts should it be rejected under § 101. Further, when 
such a rejection is made, Office personnel must expressly state 
how the language of the claims has been interpreted to support the 
rejection. 


V. Evaluate Application for Compliance with 35 U.S.C. § 112 


Office personnel should begin their evaluation of an application’s 
compliance with § 112 by considering the requirements of § 112, 
second paragraph. The second paragraph contains two separate 
and distinct requirements: (1) that the claim(s) set forth the subject 
matter applicants regard as the invention, and (2) that the claim(s) 
particularly point out and distinctly claim the invention. An 
application will be deficient under § 112, second paragraph when 
(1) evidence including admissions, other than in the application as 
filed, shows applicant has stated that he or she regards the 
invention to be different from what is claimed, or when (2) the 
scope of the claims is unclear. 

After evaluation of the application for compliance with § 112, 
second paragraph, Office personnel should then evaluate the 
application for compliance with the requirements of § 112, first 
paragraph. The first paragraph contains three separate and distinct 
requirements: (1) adequate written description, (2) enablement, 
and (3) best mode. An application will be deficient under § 112, 
first paragraph when the written description is not adequate to 
identify what the applicant has invented, or when the disclosure 
does not enable one skilled in the art to make and use the invention 
as claimed without undue experimentation. Deficiencies related to 
disclosure of the best mode for carrying out the claimed invention 
are not usually encountered during examination of an application 
because evidence to support such a deficiency is seldom in the 
record. 

If deficiencies are discovered with respect to § 112, Office 
personnel must be careful to apply the appropriate paragraph of § 
112. 


A. Determine Whether the Claimed Invention Complies with 
35 U.S.C. § 112, Second Paragraph Requirements 


1. Claims Setting Forth the Subject Matter Applicant Regards 
as Invention 


Applicant’s specification must conclude with claim(s) that set forth 
the subject matter which the applicant regards as the invention. 
The invention set forth in the claims is presumed to be that which 
applicant regards as the invention, unless applicant considers the 
invention to be something different from what has been claimed as 
shown by evidence, including admissions, outside the application 
as filed. An applicant may change what he or she regards as the 
invention during the prosecution of the application. 


2. Claims Particularly Pointing Out and Distinct!y Claiming 
the Invention 


Office personnel shall determine whether the claims set out and 
circumscribe the invention with a reasonable degree of precision 
and particularity. In this regard, the definiteness of the language 
must be analyzed, not in a vacuum, but always in light of the 
teachings of the disclosure as it would be interpreted by one of 
ordinary skill in the art. Applicant’s claims, interpreted in light of 
the disclosure, must reasonably apprise a person of ordinary skill 
in the art of the invention. However, the applicant need not 
explicitly recite in the claims every feature of the invention. For 
example, if an applicant indicates that the invention is a particular 
computer, the claims do not have to recite every element or feature 
of the computer. In fact, it is preferable for claims to be drafted in 
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a form that emphasizes what the applicant has invented (i.e., what 
is new rather than old). 

A means plus function limitation is distinctly claimed if the 
description makes it clear that the means corresponds to well- 
defined structure of a computer or computer component imple- 
mented in either hardware or software and its associated hardware 
platform. Such means may be defined as: 


-- a programmed computer with a particular functionality imple- 
mented in hardware or hardware and software; 

-- a logic circuit or other component of a programmed computer 
that performs a series of specifically identified operations dictated 
by a computer program; or 

-- a computer memory encoded with executable instructions 
representing a computer program that can cause a computer to 
function in a particular fashion. 


The scope of a “means” limitation is defined as the corresponding 
structure or material (e.g., a specific logic circuit) set forth in the 
written description and equivalents.®° Thus, a claim using means 
plus function limitations without corresponding disclosure of 
specific structures or materials that are not well-known fails to 
particularly point out and distinctly claim the invention. For 
example, if the applicant discloses only the functions to be 
performed and provides no express, implied or inherent disclosure 
of hardware or a combination of hardware and software that 
performs the functions, the application has not disclosed any 
“structure” which corresponds to the claimed means. Office 
personnel should reject such claims under § 112, second para- 
graph. The rejection shifts the burden to the applicant to describe 
at least one specific structure or material that corresponds to the 
claimed means in question, and to identify the precise location or 
locations in the specification where a description of at least one 
embodiment of that claimed means can be found. In contrast, if the 
corresponding structure is disclosed to be a memory or logic 
circuit that has been configured in some manner to perform that 
function (e.g., using a defined computer program), the application 
has disclosed “structure” which corresponds to the claimed means. 
When a claim or part of a claim is defined in computer program 
code, whether in source or object code format, a person of skill in 
the art must be able to ascertain the metes and bounds of the 
claimed invention. In certain circumstances, as where self-docu- 
menting programming code is employed, use of programming 
language in a claim would be permissible because such program 
source code presents “sufficiently high-level language and descrip- 
tive identifiers” to make it universally understood to others in the 
art without the programmer having to insert any comments.® 
Applicants should be encouraged to functionally define the steps 
the computer will perform rather than simply reciting source or 
object code instructions. 


B. Determine Whether the Claimed Invention Complies with 
35 U.S.C. § 112, First Paragraph Requirements 


1. Adequate Written Description 


The satisfaction of the enablement requirement does not satisfy the 
written description requirement.®’ For the written description 
requirement, an applicant’s specification must reasonably convey 
to those skilled in the art that the applicant was in possession of the 
claimed invention as of the date of invention. The claimed 
invention subject matter need not be described literally, i.e., using 
the same terms, in order for the disclosure to satisfy the description 
requirement. 


2. Enabling Disclosure 


An applicant’s specification must enable a person skilled in the art 
to make and use the claimed invention without undue experimen- 
tation. The fact that experimentation is complex, however, will not 
make it undue if a person of skill in the art typically engages in 
such complex experimentation. For a computer-related invention, 
the disclosure must enable a skilled artisan to configure the 
computer to possess the requisite functionality, and, where appli- 
cable, interrelate the computer with other elements to yield the 
claimed invention, without the exercise of undue experimentation. 
The specification should disclose how to configure a computer to 
possess the requisite functionality or how to integrate the pro- 
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grammed computer with other elements of the invention, unless a 
skilled artisan would know how to do so without such disclosure.°* 
For many computer-related inventions, it is not unusual for the 
claimed invention to involve more than one field of technology. 
For such inventions, the disclosure must satisfy the enablement 
standard for each aspect of the invention.°” As such, the disclosure 
must teach a person skilled in each art how to make and use the 
relevant aspect of the invention without undue experimentation. 
For example, to enable a claim to a programmed computer that 
determines and displays the three-dimensional structure of a 
chemical compound, the disclosure must 


- enable a person skilled in the art of molecular modeling to 
understand and practice the underlying molecular modeling pro- 
cesses; and 

-- enable a person skilled in the art of computer programming to 
create a program that directs a computer to create and display the 
image representing the three-dimensional structure of the com- 
pound. 


In other words, the disclosure corresponding to each aspect of the 
invention must be enabling to a person skilled in each respective 
art. 

In many instances, an applicant will describe a programmed 
computer by outlining the significant elements of the programmed 
computer using a functional block diagram. Office personnel 
should review the specification to ensure that along with the 
functional block diagram the disclosure provides information that 
adequately describes each “element” in hardware or hardware and 
its associated software and how such elements are interrelated.”° 


VI. Determine Whether the Claimed Invention Complies with 
35 U.S.C. § 102 and § 103 


As is the case for inventions in any field of technology, assessment 
of a claimed computer-related invention for compliance with § 102 
and § 103 begins with a comparison of the claimed subject matter 
to what is known in the prior art. If no differences are found 
between the claimed invention and the prior art, the claimed 
invention lacks novelty and is to be rejected by Office personnel 
under § 102. Once distinctions are identified between the claimed 
invention and the prior art, those distinctions must be assessed and 
resolved in light of the knowledge possessed by a person of 
ordinary skill in the art. Against this backdrop, one must determine 
whether the invention would have been obvious at the time the 
invention was made. If not, the claimed invention satisfies § 103. 
Factors and considerations dictated by law governing § 103 apply 
without modification to computer-related inventions. 

If the difference between the prior art and the claimed invention is 
limited to descriptive material stored on or employed by a 
machine, Office personnel must determine whether the descriptive 
material is functional descriptive material or non-functional de- 
scriptive material, as described supra in Section IV. Functional 
descriptive material is a limitation in the claim and must be 
considered and addressed in assessing patentability under § 103. 
Thus, a rejection of the claim as a whole under § 103 is 
inappropriate unless the functional descriptive material would 
have been suggested by the prior art. Non-functional descriptive 
material cannot render non-obvious an invention that would have 
otherwise been obvious.”' 


Common situations involving non-functional descriptive material 
are: 


-- a computer-readable storage medium that differs from the prior 
art solely with respect to non-functional descriptive material, such 
as music or a literary work, encoded on the medium, 

-- a computer that differs from the prior art solely with respect to 
non-functional descriptive material that cannot alter how the 
machine functions (i.e., the descriptive material does not recon- 
figure the computer), or 

-- a process that differs from the prior art only with respect to 
non-functional descriptive material that cannot alter how the 
process steps are to be performed to achieve the utility of the 
invention. 


Thus, if the prior art suggests storing a song on a disk, merely 
choosing a particular song to store on the disk would be presumed 
to be well within the level of ordinary skill in the art at the time the 
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invention was made. The difference between the prior art and the 
claimed invention is simply a rearrangement of non-functional 
descriptive material. 


VII. Clearly Communicate Findings, Conclusions and Their 
Bases 


Once Office personnel have concluded the above analyses of the 
claimed invention under all the statutory provisions, including § 
101, § 112, § 102 and § 103, they should review all the proposed 
rejections and their bases to confirm their correctness. Only then 
should any rejection be imposed in an Office action. The Office 
action should clearly communicate the findings, conclusions and 
reasons which support them. 


' These Guidelines are final and replace the “Proposed Examina- 
tion Guidelines for Computer-Implemented Inventions,” 60 FR 
28,778 (June 2, 1995) and the supporting legal analysis issued on 
October 3, 1995. 


> “Computer-related inventions” include inventions implemented 
in a computer and inventions employing computer-readable media. 


* In re Abele, 684 F.2d 902, 905-07, 214 USPQ 682, 685-87 
(CCPA 1982); In re Walter, 618 F.2d 758, 767, 205 USPQ 397, 
406-07 (CCPA 1980); In re Freeman, 573 F.2d 1237, 1245, 197 
USPQ 464, 471 (CCPA 1978). 


* See, e.g., In re Toma, 575 F.2d 872, 877-78, 197 USPQ 852, 857 
(CCPA 1978); In re Musgrave, 431 F.2d 882, 893, 167 USPQ 280, 
289-90 (CCPA 1970). See also In re Schrader, 22 F.3d 290, 
297-98, 30 USPQ2d 1455, 1461-62 (Fed. Cir. 1994) (Newman, J., 
dissenting); Paine, Webber, Jackson & Curtis, Inc. v. Merrill 
Lynch, Pierce, Fenner & Smith, Inc., 564 F. Supp. 1358, 1368-69, 
218 USPQ 212, 220 (D. Del. 1983). 


° As the courts have repeatedly reminded the Office: “The goal is 
to answer the question “*What did applicants invent?’” Abele, 684 
F.2d at 907, 214 USPQ at 687. Accord, e.g., Arrhythmia Research 
Tech. v. Corazonix Corp., 958 F.2d 1053, 1059, 22 USPQ2d § 
1033, § 1038 (Fed. Cir. 1992). 


° Brenner v. Manson, 383 U.S. 519, 528-36, 148 USPQ 689, 
693-96 (1966); In re Ziegler, 992 F.2d 1197, 1200-03, 26 USPQ2d 
1600, 1603-06 (Fed. Cir. 1993). 


” See, e.g., Musgrave, 431 F.2d at 893, 167 USPQ at 289-90, cited 
with approval in Schrader, 22 F.3d at 297, 30 USPQ2d at 1461 
(Newman, J., dissenting). The definition of “technology” is the 
“application of science and engineering to the development of 
machines and procedures in order to enhance or improve human 
conditions, or at least to improve human efficiency in some 
respect.” Computer Dictionary 384 (Microsoft Press, 2d ed. 1994). 


* E.g., In re Alappat, 33 F.3d 1526, 1543, 31 USPQ2d 1545, 
1556-57 (Fed. Cir. 1994) (in banc) (quoting Diamond v. Diehr, 450 
U.S. 175, 192, 209 USPQ 1, 10 (1981)). See also id. at 1569, 31 
USPQ2d at 1578-79 (Newman, J., concurring) (“unpatentability of 
the principle does not defeat patentability of its practical applica- 
tions”) (citing O'Reilly v. Morse, 56 U.S. (15 How.) 62, 114-19 
(1854)); Arrhythmia, 958 F.2d at 1056, 22 USPQ2d at § 1036; 
Musgrave, 431 F.2d at 893, 167 USPQ at 289-90 (“All that is 
necessary, in our view, to make a sequence of operational steps a 
statutory ‘process’ within 35 U.S.C. § 101 is that it be in the 
technological arts so as to be in consonance with the Constitutional 
purpose to promote the progress of ‘useful arts.’ Const. Art. 1, sec. 
8.”). 


° Arrhythmia, 958 F.2d at 1057, 22 USPQ2d at § 1036:It is of 
course true that a modern digital computer manipulates data, 
usually in binary form, by performing mathematical operations, 
such as addition, subtraction, multiplication, division, or bit 
shifting, on the data. But this is only how the computer does what 
it does. Of importance is the significance of the data and their 
manipulation in the real world, i.e., what the computer is doing. 
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'© Many computer-related inventions do not consist solely of a 
computer. Thus, Office personnel should identify those claimed 
elements of the computer-related invention that are not part of the 
programmed computer, and determine how those elements relate 
to the programmed computer. Office personnel should look for 
specific information that explains the role of the programmed 
computer in the overall process or machine and how the pro- 
grammed computer is to be integrated with the other elements of 
the apparatus or used in the process. 


'' Products may be either machines, manufactures or compositions 
of matter. Product claims are claims that are directed to either 
machines, manufactures or compositions of matter. 


'2 Examples of language that may raise a question as to the 
limiting effect of the language in a claim: 

(a) statements of intended use or field of use, 

(b) “adapted to” or “adapted for” clauses, 

(c) “wherein” clauses, or 

(d) “whereby” clauses. 


This list of examples is not intended to be exhaustive. 


'3\ Markman v. Westview Instruments, 52 F.3d 967, 980, 34 
USPQ2d 1321, 1330 (Fed. Cir.) (in banc), cert. granted, 116 S. Ct. 
40 (1995). 


'* See, e.g., In re Paulsen, 30 F.3d 1475, 1480, 31 USPQ2d 1671, 
1674 (Fed. Cir. 1994) (inventor may define specific terms used to 
describe invention, but must do so “with reasonable clarity, 
deliberateness, and precision” and, if done, must “‘set out his 
uncommon definition in some manner within the patent disclosure’ 
so as to give one of ordinary skill in the art notice of the change” 
in meaning) (quoting /ntellicall, Inc. v. Phonometrics, Inc., 952 
F.2d 1384, 1387-88, 21 USPQ2d 1383, 1386 (Fed. Cir. 1992)). 


'S Id. at 1480, 31 USPQ2d at 1674. 


'® See, e.g., In re Zletz, 893 F.2d 319, 321-22, 13 USPQ2d 1320, 
1322 (Fed. Cir. 1989) (“During patent examination the pending 
claims must be interpreted as broadly as their terms reasonably 
allow . . . The reason is simply that during patent prosecution when 
claims can be amended, ambiguities should be recognized, scope 
and breadth of language explored, and clarification imposed . . . An 
essential purpose of patent examination is to fashion claims that 
are precise, clear, correct, and unambiguous. Only in this way can 
uncertainties of claim scope be removed, as much as possible, 
during the administrative process.”). 


'? Two in banc decisions of the Federal Circuit have made clear 
that the Office is to interpret means plus function language 
according to 35 U.S.C. § 112, sixth paragraph. In the first, Jn re 
Donaldson, 16 F.3d 1189, 1193, 29 USPQ2d 1845, 1848 (Fed. Cir. 
1994), the court held: 


The plain and unambiguous meaning of paragraph six is that one 
construing means-plus-function language in a claim must look to 
the specification and interpret that language in light of the 
corresponding structure, material, or acts described therein, and 
equivalents thereof, to the extent that the specification provides 
such disclosure. Paragraph six does not state or even suggest that 
the PTO is exempt from this mandate, and there is no legislative 
history indicating that Congress intended that the PTO should be. 
Thus, this court must accept the plain and precise language of 
paragraph six. 


Consistent with Donaldson, in the second decision, Alappat, 33 
F.3d at 1540, 31 USPQ2d at 1554, the Federal Circuit held: 


Given Alappat’s disclosure, it was error for the Board majority to 
interpret each of the means clauses in claim 15 so broadly as to 
“read on any and every means for performing the function” 
recited, as it said it was doing, and then to conclude that claim 15 
is nothing more than a process claim wherein each means clause 
represents a step in that process. Contrary to suggestions by the 
Commissioner, this court’s precedents do not support the Board’s 
view that the particular apparatus claims at issue in this case may 
be viewed as nothing more than process claims. 


'S 1162 O.G. 59 (May 17, 1994). 
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'? See, e.g., Diamond v. Diehr, 450 U.S. at 188-89, 209 USPQ at 
9 (“In determining the eligibility of respondents’ claimed process 
for patent protection under § 101, their claims must be considered 
as a whole. It is inappropriate to dissect the claims into old and 
new elements and then to ignore the presence of the old elements 
in the analysis. This is particularly true in a process claim because 
a new combination of steps in a process may be patentable even 
though all the constituents of the combination were well known 
and in common use before the combination was made.”). 


20 See supra note 18 and accompanying text. 


2! Diamond v. Chakrabarty, 447 U.S. 303, 308-09, 206 USPQ 193, 
197 (1980): 


In choosing such expansive terms as “manufacture” and “compo- 
sition of matter,” modified by the comprehensive “any,” Congress 
plainly contemplated that the patent laws would be given wide 
scope. The relevant legislative history also supports a broad 
construction. The Patent Act of 1793, authored by Thomas 
Jefferson, defined statutory subject matter as “any new and useful 
art, machine, manufacture, or composition of matter, or any new or 
useful improvement [thereof].” Act of Feb. 21, 1793, 1, 1 Stat. 
319. The Act embodied Jefferson’s philosophy that “ingenuity 
should receive a liberal encouragement.” 5 Writings of Thomas 
Jefferson 75-76 (Washington ed. 1871). See Graham vy. John Deere 
Co., 383 U.S. 1, 7-10 (1966). Subsequent patent statutes in 1836, 
1870, and 1874 employed this same broad language. In 1952, 
when the patent laws were recodified, Congress replaced the word 
“art” with “process,” but otherwise left Jefferson’s language intact. 
The Committee Reports accompanying the 1952 Act inform us 
that Congress intended statutory subject matter to “include any- 
thing under the sun that is made by man.” S. Rep. No. 1979, 82d 
Cong., 2d Sess. 5 (1952); H.R. Rep. No. 1923, 82d Cong., 2d Sess. 
6 (1952). 


This perspective has been embraced by the Federal Circuit: 


The plain and unambiguous meaning of § 101 is that any new and 
useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may be patented if it 
meets the requirements for patentability set forth in Title 35, such 
as those found in § 102, § 103, and § 112. The use of the expansive 
term “any” in § 101 represents Congress’s intent not to place any 
restrictions on the subject matter for which a patent may be 
obtained beyond those specifically recited in § 101 and the other 
parts of Title 35 . . . Thus, it is improper to read into § 101 
limitations as to the subject matter that may be patented where the 
legislative history does not indicate that Congress clearly intended 
such limitations. [Alappat, 33 F.3d at 1542, 31 USPQ2d at 1556.] 


22 35 U.S.C. § 101 (1994). 


*3 See 35 U.S.C. § 100(b) (“The term ‘process’ means process, art, 
or method, and includes a new use of a known process, machine, 
manufacture, composition of matter, or material.”). 


4 E.g., Alappat, 33 F.3d at 1542, 31 USPQ2d at 1556; In re 
Warmerdam, 33 F.3d 1354, 1358, 31 USPQ2d 1754, 1757 (Fed. 
Cir. 1994). 


*5 See, e.g., Rubber-Tip Pencil Co. v. Howard, 87 U.S. 498, 507 
(1874) (“idea of itself is not patentable, but a new device by which 
it may be made practically useful is”); Mackay Radio & Telegraph 
Co. v. Radio Corp. of America, 306 U.S. 86, 94 (1939) (“While a 
scientific truth, or the mathematical expression of it, is not 
patentable invention, a novel and useful structure created with the 
aid of knowledge of scientific truth may be.”); Warmerdam, 33 
F.3d at 1360, 31 USPQ2d at 1759 (“steps of ‘locating’ a medial 
axis, and ‘creating’ a bubble hierarchy . . . describe nothing more 
than the manipulation of basic mathematical constructs, the 
paradigmatic ‘abstract idea’”). 


2° The concern over preemption was expressed as early as 1852. 
See Le Roy v. Tatham, 55 U.S. 156, 175 (1852) (“A principle, in 
the abstract, is a fundamental truth; an original cause; a motive; 
these cannot be patented, as no one can claim in either of them an 
exclusive right.”); Funk Brothers Seed Co. v. Kalo Inoculant Co., 
333 U.S. 127, 132, USPQ 280, 282 (1948) (combination of six 
species of bacteria held to be non-statutory subject matter). 
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2? The definition of “data structure” is “a physical or logical 
relationship among data elements, designed to support specific 
data manipulation functions.” The New IEEE Standard Dictionary 
of Electrical and Electronics Terms 308 (5th ed. 1993). 


28 Compare Jn re Lowry, 32 F.3d 1579, 1583-84, 32 USPQ2d § 
1031, § 1035 (Fed. Cir. 1994) (claim to data structure that 
increases computer efficiency held statutory) and Warmerdam, 33 
F.3d at 1360-61, 31 USPQ2d at 1759 (ciaim to computer having 
specific memory held statutory product-by-process claim) with 
Warmerdam, 33 F.3d at 1361, 31 USPQ2d at (claim to a data 
structure per se held non-statutory). 


2° In re Sarkar, 588 F.2d 1330, 1333, 200 USPQ 132, 137 (CCPA 
1978): 


{E]ach invention must be evaluated as claimed; yet semantogenic 
considerations preclude a determination based solely on words 
appearing in the claims. In the final analysis under § 101, the 
claimed invention, as a whole, must be evaluated for what it is. 


Quoted with approval in Abele, 684 F.2d at 907, 214 USPQ at 687. 
See also Jn re Johnson, 589 F.2d 1070, 1077, 200 USPQ 199, 206 
(CCPA 1978) (“form of the claim is often an exercise in drafting”). 


%° See, e.g., Warmerdam, 33 F.3d at 1361, 31 USPQ2d at 1760 
(claim to a data structure per se held non-statutory). 

*! Computer Dictionary 210 (Microsoft Press, 2d ed. 1994): 
Data consists of facts, which become information when they are 


seen in context and convey meaning to people. Computers process 
data without any understanding of what that data represents. 


*2 See supra note 29. 


*3 O'Reilly v. Morse, 56 U.S. (15 How.) at § 112-14. 
*4 Id. at 114-19. 


*S Products may be either machines, manufactures or compositions 
of matter. 


A machine is: 


a concrete thing, consisting of parts or of certain devices and 
combinations of devices. 


Burr v. Duryee, 68 U.S. (1 Wall.) 531, 570 (1863). 


A manufacture is: 


the production of articles for use from raw or prepared materials by 
giving to these materials new forms, qualities, properties or 
combinations, whether by hand-labor or by machinery. 


Diamond v. Chakrabarty, 447 U.S. at 308, 206 USPQ at 196-97 
(quoting American Fruit Growers, Inc. v. Brogdex Co., 283 U.S. 1, 
11 (1931). 


A composition of matter is: 


a composition{] of two or more substances [or] . . . al] composite 
article[], whether . . . [it] be the result of chemical union, or of 
mechanical mixture, whether . . . [it] be [a] gas[], fluid{], powder{], 
or solid{]. 


Diamond vy. Chakrabarty, 447 U.S. at 308, 206 USPQ at 197 
(quoting Shell Development Co. v. Watson, 149 F. Supp. 279, 280, 
113 USPQ 265, 266 (D.D.C. 1957), aff'd per curiam, 252 F.2d 861, 
116 USPQ 428 (D.C. Cir. 1958). 


*© See, e.g., Lowry, 32 F.3d at 1583, 32 USPQ2d at § 1034-35; 
Warmerdam, 33 F.3d at 1361-62, 31 USPQ2d at 1760. 


7 Cf. In re Iwahashi, 888 F.2d 1370, 1374-75, 12 USPQ2d 1908, 
1911-12 (Fed. Cir. 1989), cited with approval in Alappat, 33 F.3d 
at 1544 n.24, 31 USPQ2d at 1558 n.24. 


38 “Specific software” is defined as a set of instructions imple- 
mented in a specific program code segment. See Computer 
Dictionary 78 (Microsoft Press, 2d ed. 1994) for definition of 
“code segment.” 
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*° See Diamond v. Diehr, 450 U.S. at 183-84, 209 USPQ at 6 
(quoting Cochrane v. Deener, 94 U.S. 780, 787-88 (1877) (“A 
[statutory] process is a mode of treatment of certain materials to 
produce a given result. It is an act, or a series of acts, performed 
upon the subject-matter to be transformed and reduced to a 
different state or thing . . . . The process requires that certain things 
should be done certain substances, and in a certain order; but the 
tools to be used in doing this may be of secondary consequence.”). 


4° See Alappat, 33 F.3d at 1543, 31 USPQ2d at 1556-57 (quoting 
Diamond v. Diehr, 450 U.S. at 192, 209 USPQ at 10). see also id. 
at 1569, 31 USPQ2d at 1578-79 (Newman, J., concurring) 
(“unpatentability of the principle does not defeat patentability of 
its practical applications”) (citing O'Reilly v. Morse, 56 U.S. (15 
How.) at 114-19). 


*! Diamond y. Diehr, 450 U.S. at 187, 209 USPQ at 8. 


4 See In re Gelnovatch, 595 F.2d 32, 41 n.7, 201 USPQ 136, 145 
n.7 (CCPA 1979) (data-gathering step did not measure physical 
phenomenon). 


*8 Schrader, 22 F.3d at 294, 30 USPQ2d at 1459 citing with 
approval Arrhythmia, 958 F.2d at 1058-59, 22 USPQ2d at 7-38; 
Abele, 684 F.2d at 909, 214 USPQ at 688; In re Taner, 681 F.2d 
787, 790, 214 USPQ 678, 681 (CCPA 1982). 


* See supra note 9. 


45 In Sarkar, 588 F.2d at 1335, 200 USPQ at 139, the court 
explained why this approach must be followed: 


No mathematical equation can be used, as a practical matter, 
without establishing and substituting values for the variables 
expressed therein. Substitution of values dictated by the formula 
has thus been viewed as a form of mathematical step. If the steps 
of gathering and substituting values were alone sufficient, every 
mathematical equation, formula, or algorithm having any practical 
use would be per se subject to parenting as a “process” under § 
101. Consideration of whether the substitution of specific values is 
enough to convert the disembodied ideas present in the formula 
into an embodiment of those ideas, or into an application of the 
formula, is foreclosed by the current state of the law. 


© See supra note 40. 


+” See, e.g., In re Bernhart, 417 F.2d 1395, 1400, 163 USPQ 611, 
616 (CCPA 1969). 


*8 Schrader, 22 F.3d at 293-94, 30 USPQ2d at 1458-59. 
*° Warmerdam, 33 F.3d at 1360, 31 USPQ2d at 1759. 


%° See, e.g., In re Meyer, 688 F.2d 789, 794-95, 215 USPQ 193, 
197 (CCPA 1982) (“Scientific principles, such as the relationship 
between mass and energy, and laws of nature, such as the 
acceleration of gravity, namely, a=32 ft./sec.*, can be represented 
in mathematical format. However, some mathematical algorithms 
and formulae do not represent scientific principles or laws of 
nature, they represent ideas or mental processes and are simply 
logical vehicles for communicating possible solutions to complex 
problems. The presence of a mathematical algorithm or formula in 
a claim is merely an indication that a scientific principle, law of 
nature, idea or mental process may be the subject matter claimed 
and, thus, justify a rejection of that claim under 35 USC § 101; but 
the presence of a mathematical algorithm or formula is only a 
signpost for further analysis.”). Cf. Alappat, 33 F.3d at 1543 n.19, 
31 USPQ2d at 1556 n.19 in which the Federal Circuit recognized 
the confusion: 


The Supreme Court has not been clear . . . as to whether such 
subject matter is excluded from the scope of § 101 because it 
represents laws of nature, natural phenomena, or abstract ideas. 
See Diehr, 450 U.S. at 186 (viewed mathematical algorithm as a 
law of nature); Benson, 409 U.S. at 71-72 (treated mathematical 
algorithm as an “idea”). The Supreme Court also has not been 
clear as to exactly what kind of mathematical subject matter may 
not be patented. The Supreme Court has used, among others, the 
terms “mathematical algorithm,” “mathematical formula,” and 
“mathematical equation” to describe types of mathematical subject 
matter not entitled to patent protection standing alone. The 
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Supreme Court has not set forth, however, any consistent or clear 
explanation of what it intended by such terms or how these terms 
are related, if at all. 


5! Walter, 618 F.2d at 769, 205 USPQ at 409 (Because none of the 
claimed steps were explicitly or implicitly limited to their appli- 
cation in seismic prospecting activities, the court held that “[a]l- 
though the claim preambles relate the claimed invention to the art 
of seismic prospecting, the claims themselves are not drawn to 
methods of or apparatus for seismic prospecting; they are drawn to 
improved mathematical methods for interpreting the results of 
seismic prospecting.”). Cf. Alappat, 33 F.3d at 1544, 31 USPQ2d 
at 1558. 


5? Walter, 618 F.2d at 769-70, 205 USPQ at 409. 


53 See supra note 45. 


54 Taner, C?1 F.2d at 788, 214 USPQ at 679. 


55 Abele, 684 F.2d at 908, 214 USPQ at 687 (“The specification 
indicates that such attenuation data is available only when an 
X-ray beam is produced by a CAT scanner, passed through an 
object, and detected upon its exit. Only after these steps have been 
completed is the algorithm performed, and the resultant modified 
data displayed in the required format.”). 


5© Gelnovatch, 595 F.2d at 41 n.7, 201 USPQ at 145 n.7 
(“Appellants’ claimed step of perturbing the values of a set of 
process inputs (step 3), in addition to being a mathematical 
operation, appears to be a data-gathering step of the type we have 
held insufficient to change a nonstatutory method of calculation 
into a statutory process . . . In this instance, the perturbed process 
inputs are not even measured values of physical phenomena, but 
are instead derived by numerically changing the values in the 
previous set of process inputs.”). 


57 Sarkar, 588 F.2d at 1331, 200 USPQ at 135. 


58 See Sarkar, 588 F.2d at 1332 n.6, 200 USPQ at 136 n.6 
(“post-solution” construction that was being modeled by the 
mathematical process not considered in deciding § 101 question 
because applicant indicated that such construction was not a 
material element of the invention). 


°° Parker v. Flook, 437 U.S. 584, 585, 198 USPQ 193, 195 (1978). 


© Walter, 618 F.2d at 770, 205 USPQ at 409 (“If § 101 could be 
satisfied by the mere recordation of the results of a nonstatutory 
process on some record medium, even the most unskilled patent 
draftsman could provide for such a step.”). 


®! Gelnovatch, 595 F.2d at 41 n.7, 201 USPQ at 145 n.7. 


®? Abele, 684 F.2d at 909, 214 USPQ at 688 (“This claim presents 
no more than the calculation of a number and display of the result, 
albeit in a particular format. The specification provides no greater 
meaning to ‘data in a field’ than a matrix of numbers regardless of 
by what method generated. Thus, the algorithm is neither explicitly 
nor implicitly applied to any certain process. Moreover, that the 
result is displayed as a shade of gray rather than as simply a 
number provides no greater or better information, considering the 
broad range of applications encompassed by the claim.”). 


6 In re De Castelet, 562 F.2d 1236, 1244, 195 USPQ 439, 446 
(CCPA 1977) (“That the computer is instructed to transmit 
electrical signals, representing the results of its calculations, does 
not constitute the type of ‘post solution activity’ found in Flook, 
[437 U.S. 584, 198 USPQ 193 (1978)], and does not transform the 
claim into one for a process merely using an algorithm. The final 
transmitting step constitutes nothing more than reading out the 
result of the calculations.”). 


* E.g., Warmerdam, 33 F.3d at 1360, 31 USPQ2d at 1759. See 
also Schrader, 22 F.3d at 295, 30 USPQ2d at 1459. 


®5 See supra note 18 and accompanying text. 


© Computer Dictionary 353 (Microsoft Press, 2d ed. 1994) 
(definition of “self-documenting code”). 


®7 See In re Barker, 559 F.2d 588, 591, 194 USPQ 470, 472 (CCPA 


U.S. PATENT AND TRADEMARK OFFICE 


1243 TMOG 307 
(118) 


1977), cert. denied, Barker v. Parker, 434 U.S. 1064 (1978) (a 
specification may be sufficient to enable one skilled in the art to 
make and use the invention, but still fail to comply with the written 
description requirement). See also In re DiLeone, 436 F.2d 1404, 
1405, 168 USPQ 592, 593 (CCPA 1971). 


®8 See, e.g., Northern Telecom v. Datapoint Corp., 908 F.2d 931, 
941-43, 15 USPQ2d 1321, 1328-30 (Fed. Cir.), cert. denied, 
Datapoint Corp. v. Northern Telecom, 498 U.S. 920 (1990) 
(judgment of invalidity reversed for clear error where expert 
testimony on both sides showed that a programmer of reasonable 
skill could write a satisfactory program with ordinary effort based 
on the disclosure); DeGeorge v. Bernier, 768 F.2d 1318, 1324, 226 
USPQ 758, 762-63 (Fed. Cir. 1985) (superseded by statute with 
respect to issues not relevant here) (invention was adequately 
disclosed for purposes of enablement even though ail of the 
circuitry of a word processor was not disclosed, since the undis- 
closed circuitry was deemed inconsequential because it did not 
pertain to the claimed circuit); Jn re Phillips, 608 F.2d 879, 882-83, 
203 USPQ 971, 975 (CCPA 1979) (computerized method of 
generating printed architectural specifications dependent on use of 
glossary of predefined standard phrases and error-checking feature 
enabled by overall disclosure generally defining errors); Jn re 
Donohue, 550 F.2d 1269, 1271, 193 USPQ 136, 137 (CCPA 1977) 
(“Employment of block diagrams and descriptions of their func- 
tions is not fatal under 35 U.S.C. § 112, first paragraph, providing 
the represented structure is conventional and can be determined 
without undue experimentation.”); in re Knowlton, 481 F.2d 1357, 
1366-68, 178 USPQ 486, 493-94 (CCPA 1973) (examiner’s 
contention that a software invention needed a detailed description 
of all the circuitry in the complete hardware system reversed). 


® See In re Naquin, 398 F.2d 863, 866, 158 USPQ 317, 319 
(CCPA 1968) (“When an invention, in its different aspects, 
involves distinct arts, that specification is adequate which enables 
the adepts of each art, those who have the best chance of being 
enabled, to carry out the aspect proper to their specialty.”); Ex 
parte Zechnall, 194 USPQ 461, 461 (Bd. App. 1973) (“appellants’ 
disclosure must be heid sufficient if it would enable a person 
skilled in the electronic computer art, in cooperation with a person 
skilled in the fuel injection art, to make and use appellants’ 
invention”). 


7 See In re Scarbrough, 500 F.2d 560, 565, 182 USPQ 298, 
301-02 (CCPA 1974) (“It is not enough that a person skilled in the 
art, by carrying on investigations along the line indicated in the 
instant application, and by a great amount of work eventually 
might find out how to make and use the instant invention. The 
statute requires the application itself to inform, not to direct others 
to find out for themselves (citation omitted).”); Knowlton, 481 F.2d 
at 1367, 178 USPQ at 493 (disclosure must constitute more than a 
“sketchy explanation of flow diagrams or a bare group of program 
listings together with a reference to a 1 computer on 
which they might be run”). See also Jn re Gunn, 537 F.2d § 1123, 
§ 1127-28, 190 USPQ 402, 405 (CCPA 1976); In re Brandstadter, 
484 F.2d 1395, 1406-07, 17 USPQ 286, 294 (CCPA 1973); and In 
re Ghiron, 442 F.2d 985, 991, 169 USPQ 723, 727-28 (CCPA 
1971). 


7! Cf. In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 404 
(Fed. Cir. 1983) (when descriptive material is not functionally 
related to the substrate, the descriptive material will not distinguish 

the invention from the prior art in terms of patentability). 
February 16, 1996 BRUCE A. LEHMAN 
Assistant Secretary of Commerce 
and Commissioner of Patents and 
Trademarks 


{1184 OG 87] 





1243 TMOG 308 
(118) 


OFFICIAL GAZETTE 


Appendix to Examination Guidelines for Computer-Related Inventions 


Computer-Related Inventions 








ll. Determine What Applicant Has invented and Is Seeking to Patent 


A. Identify and Understand Any Practical Application Asserted 
for the Invention 


B. Review the Detailed Disclosure and Specific Embodiments 
of the Invention to Determine What the Applicant Has Invented 


C. Review the Claims 








t 





ill. Conduct a Thorough Search of the Prior Art 
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IV. Determine Whether the Claimed Invention 


Complies with 35 U.S.C. § 101 (See next chart) | 











V. Evaluate Application for Compliance with 35 U.S.C. § 112 


A Determine Whether the Claimed Invention Complies with 
35 U.S.C. § 112, Second Paragraph 


1. Claims Setting Forth the Subject Matter Applicant 
Regards as Invention 


2. Claims Particularly Pointing Out and Distinctly 
Claiming the Invention 


B. Determine Whether the Claimed invention Complies with 
35 U.S.C. § 112, First Paragraph 


1. Adequate Written Description 
2. Enabling Disclosure 

















VI. Determine Whether the Claimed invention Complies with 35 U.S.C. § § 102 and 103 

















Vil. Clearly Communicate Findings, Conclusions and Their Bases 
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IV. Determine Whether the Claimed Invention Complies with 35 U.S.C. § 101 
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Consider the Breadth of 35 U.S.C. § 101 
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Classify the Claimed Invention 
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Functional 
Descriptive Material 
(data structure per se 
or computer program 


or |(@.g., music, literary works, 


Nor-functional 
Descriptive Material 


mere data) per se or on 
computer readable 


A Natural Phenomenon 
(e.g., energy or 
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magnetism) 








per se) medium 
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A series of 
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A specific 








A machine or 
manufacture for 
performing a process 


steps to be 
performed on a 
computer? 


_gyes NO 
Merely manipulates 


machine or 
manufacture? 















































Evaluate process to determine if it... Se abstract idea or 
} solves a purely 





mathematical 
problem without any’ 
limitation to a 
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physical objects or activities to 
achieve a practical application 
(pre-computer process activity) 








practical application 
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(119) Department of Commerce 


Patent and Trademark Office 
[Docket No. 950921236-6049-03) 
RIN 0651-XX04 
Guidelines for Examination of Design Patent 
Applications For Computer-Generated Icons 


Agency: Patent and Trademark Office, Commerce 
Action: Notice 


Summary: The Patent and Trademark Office (PTO) is publishing 
the final version of guidelines to be used by Office personnel in 
their review of design patent applications for computer-generated 
icons. Because these guidelines govern internal practices, they are 
exempt from notice and comment rulemaking under 5 U.S.C. 
553(b)(A). 


Effective Date: April 19, 1996. 


For Further Information Contact: John Kittle by telephone at 
(703) 308-1495, by telefax at (703) 305-3600, by electronic mail 
through the INTERNET to “iconpat@uspto.gov,” or by mail 
addressed to the Assistant Commissioner for Patents, Washington, 
D.C. 20231, Attn: John Kittle, Director, Group 1100/2900, Crystal 
Plaza 3, 8D19. 


Supplementary Information: 
I. Discussion of Public Comments 


Comments were received by the PTO from eleven different 
individuals in response to the request for comments on the interim 
guidelines for examination of design patent applications for 
computer-generated icons published October 5, 1995 (60 FR 
52170). All comments have been carefully considered. 

Two comments suggested the adoption of the interim guidelines 
as proposed. However, a number of changes have been made to the 
interim guidelines in response to the other comments. 

One comment suggested that computer-generated icons are not 
“ornamental” designs within the meaning of 35 U.S.C. 171 
because they are dictated by purely functional considerations. 
These guidelines do not address the procedures to be used by PTO 
personnel in assessing design ornamentality. Compliance with the 
ornamentality requirement of 35 U.S.C. 171 will be addressed on 
a case-by-case basis pursuant to prevailing laws, rules, and 
regulations. In this regard, prevailing case law, such as Avia Group 
Int'l, Inc. v. L.A. Gear California, Inc., 853 F.2d 1557, 1563 (Fed. 
Cir. 1988), indicates that a distinction exists between the function- 
ality of an article and the functionality of the design of the article 
that performs the function. Based on this distinction, the design of 
a computer-generated icon may not be dictated by the function 
associated with the computer-generated icon. 

Many of the comments suggested that the PTO delete the 
requirement for a solid line depiction of the article of manufacture 
on the ground that it is not legally required. The PTO has adopted 
this suggestion. The final guidelines simply require a depiction of 
an article of manufacture in either solid or broken lines. 

Two comments suggested that the PTO delete any requirement 
to depict an article of manufacture on the ground that indication of 
an article of manufacture in the title should be sufficient. This 
suggestion was not adopted. The depiction of an article of 
manufacture is necessary to ensure that any design patent covers 
more than mere abstract, two-dimensional, surface ornamentation. 

One comment suggested that the language in the guidelines be 
amended to clarify that the guidelines satisfy the “design for an 
article of manufacture” requirement of 35 U.S.C. 171. This 
suggestion has not been followed. Computer-generated icons are 
designs within the meaning of 35 U.S.C. 171, but must be 
embodied in an article of manufacture to satisfy the statute. These 
guidelines are directed to determining whether the icon is embod- 
ied in an article of manufacture, not whether it is a design. 

One comment suggested that the guidelines be amended to 
clarify that the drawing must contain a sufficient number of views 
to constitute a complete disclosure of the appearance of the article 
as required by 37 CFR 1.152. This suggestion was based on the 
language in the interim guidelines that a computer-generated icon 
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may be embodied in a portion of computer screen, monitor, or 
other display panel. This suggestion has been adopted. See 
footnote 6. 

One comment suggested that the interim guidelines be modified 
to require the depiction of a central processing unit (CPU). This 
suggestion has not been adopted. The dependence of a computer- 
generated icon on a CPU for its existence is not a reason for 
requiring depiction of a CPU. 

One comment suggested deleting the rejection under 35 U.S.C. 
112, second paragraph for failure to depict the article of manufac- 
ture in solid lines. This suggestion has been adopted. Compliance 
with 35 U.S.C. 112, second paragraph, will be addressed on a 
case-by-case basis under the usual laws, rules, and regulations 
applied to such questions. 

One comment suggested that the guidelines include a statement 
that a portion of a computer screen can be represented by a 
breakout of a screen portion without screen borders, and some 
shade lines adjacent to the icon in the breakout portion to indicate 
a glass surface. The suggestion for a statement regarding a 
breakout portion was not specifically adopted. However, a state- 
ment was added to footnote 6 indicating that the design drawing 
must meet the requirements of 37 CFR 1.84 which provides for 
exploded, partial, and sectional views. 

One comment suggested that the guidelines include a statement 
that the characteristic feature statement can be an appropriate 
invention title and that the title could be repeated as the charac- 
teristic feature statement. This suggestion has not been adopted. 
The characteristic feature statement should describe a particular 
feature of the design that is considered a feature of novelty or 
non-obviousness over the prior art. The guidelines already suggest 
appropriate titles. 

One comment suggested that some other form of intellectual 
property protection would be a more appropriate method of 
protecting rights in computer-generated icons. The availability of 
other forms of protection is not grounds for denying design patent 
protection to computer-generated icons which meet the require- 
ments of section 171. 

One comment suggested that the interim guidelines may be 
construed as substantive rulemaking. The final guidelines have 
been amended to indicate that they govern the internal operations 
of the PTO. The guidelines have been developed to assist PTO 
personnel in their review of design patent applications covering 
computer-generated icons for compliance with the “article of 
manufacture” requirement of 35 U.S.C. 171. 


II. Guidelines for Examination of Design Patent Applications 
for Computer-Generated Icons 


The following guidelines have been developed to assist PTO 
personnel in determining whether design patent applications for 
computer-generated icons comply with the “article of manufac- 
ture” requirement of 35 U.S.C. 171.' 


A. General Principle Governing Compliance with the 
“Article of Manufacture” Requirement 


The PTO considers designs for computer-generated icons” 
embodied in articles of manufacture to be statutory subject matter 
eligible for design patent protection under section 171. Thus, if an 
application claims a computer-generated icon shown on a com- 
puter screen, monitor, other display panel, or a portion thereof,’ 
the claim complies with the “article of manufacture” requirement 
of section 171.* 


B. Procedures for Evaluating Whether Design Patent 
Applications Drawn to Computer-Generated Icons Comply 
With the “Article of Manufacture” Requirement 


PTO personnel shall adhere to the following procedures when 
reviewing design patent applications drawn to computer-generated 
icons for compliance with the “article of manufacture” require- 
ment of section 171. 


1. Read the entire disclosure to determine what the applicant 
claims as the design® and to determine whether the design is 
embodied in an article of manufacture. 37 CFR 1.71 and 1.152-54. 
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a. Review the drawing to determine whether a computer 
screen, monitor, other display panel, or portion thereof, is shown. 
37 CFR 1.152.° 

b. Review the title to determine whether it clearly describes 
the claimed subject matter.’ 37 CFR 1.153. 

c. Review the specification to determine whether a character- 
istic feature statement is present. 37 CFR 1.71. If a characteristic 
feature statement is present, determine whether it describes the 
claimed subject matter as a computer-generated icon embodied in 
a computer screen, monitor, other display panel, or portion 
thereof.* 


2. If the drawing does not depict a computer-generated icon 
embodied in a computer screen, monitor, other display panel, or a 
portion thereof, in either solid or broken lines, reject the claimed 
design under section 171 for failing to comply with the article of 
manufacture requirement. 

a. If the disclosure as a whole does not suggest or describe the 
claimed subject matter as a computer-generated icon embodied in 
a computer screen, monitor, other display panel, or portion thereof, 
indicate that: (i) the claim is fatally defective under section 171; 
and (ii) amendments to the written description, drawings and/or 
claim attempting to overcome the rejection will not be entered 
because they would lack a written descriptive basis under 35 
U.S.C. 112, first paragraph, and would constitute new matter under 
35 U.S.C. 132. 

b. If the disclosure as a whole suggests or describes the 
claimed subject matter as a computer-generated icon embodied in 
a computer screen, monitor, other display panel, or portion thereof; 
indicate that the drawing may be amended to overcome the 
rejection under section 171. Suggest amendments which would 
bring the claim into compliance with section 171. 


3. Indicate all objections to the disclosure for failure to comply 
with the formal requirements of the Rules of Practice in Patent 
Cases. 37 CFR 1.71, 1.81-85, and 1.152-154. Suggest amendments 
which would bring the disclosure into compliance with the formal 
requirements of the Rules of Practice in Patent Cases. 


4. Upon response by applicant: 
a. Approve entry of any amendments which have support in 
the original disclosure; and 
b. Review all arguments and the entire record, including any 
amendments, to determine whether the drawing, title, and speci- 
fication clearly disclose a computer-generated icon embodied in a 
computer screen, monitor, other display panel, or portion thereof. 


5. If, by a preponderance of the evidence,” the applicant has 
established that the computer-generated icon is embodied in a 
computer screen, monitor, other display panel, or portion thereof, 
withdraw the rejection under section 171. 


Ill. Effect of the Guidelines on Pending Design Applications 
Drawn to Computer-Generated Icons 


PTO personnel shall follow the procedures set forth in this 
Notice when examining design patent applications for computer- 
generated icons pending in the PTO as of the effective date of these 
Guidelines. 


IV. Treatment of Type Fonts 


Traditionally, type fonts have been generated by solid blocks 
from which each letter or symbol was produced. Consequently, the 
PTO has historically granted design patents drawn to type fonts. 
PTO personnel should not reject claims for type fonts under 
Section 171 for failure to comply with the “article of manufacture” 
requirement on the basis that more modern methods of typesetting, 
including computer-generation, do not require solid printing 
blocks. 


V. Notes 


1. Further procedures for search and examination of design 
patent applications to ensure compliance with all other conditions 
of patentability are found in the Manual of Patent Examining 
Procedure, Chapter 1500. 
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2. Computer-generated icons, such as full screen displays and 
individual icons, are two-dimensional images which alone are 
surface ornamentation. See, e.g., Ex parte Strijland, 26 USPQ2d 
1259, 1262 (Bd. Pat App. & Int. 1992) (computer-generated icon 
alone is merely surface ornamentation). 


3. Since a patentable “design is inseparable from the object to 
which it is applied and cannot exist alone merely as a scheme of 
surface ornamentation,” a computer-generated icon must be em- 
bodied in a computer screen, monitor, other display panel, or 
portion thereof, to satisfy section 171. MPEP 1502; 1504.01.A. 


4. “We do not see that the dependence of the existence of a 
design on something outside itself is a reason for holding it is not 
a design ‘for an article of manufacture.’” Jn re Hruby, 153 USPQ 
61, 66 (CCPA 1967) (design of water fountain patentable design 
for an article of manufacture). The dependence of a computer- 
generated icon on a central processing unit and computer program 
for its existence itself is not a reason for holding that the design is 
not for an article of manufacture. 


5. Since the claim must be in formal terms to the design “as 
shown, or as shown and described,” the drawing provides the best 
description of the claim. 37 CFR 1.153. 


6. Although a computer-generated icon may be embodied in 
only a portion of a computer screen, monitor, or other display 
panel. the drawing “must contain a sufficient number of views to 
constitute a complete disclosure of the appearance of the article.” 
37 CFR 1.152. In addition, the drawing must comply with 37 CFR 
1.84. 


7. The following titles do not adequately describe a design for 
an article of manufacture under section 171: “computer icon;” or 
“icon.” On the other hand, the following titles do adequately 
describe a design for an article of manufacture under section 171: 
“computer screen with an icon;” “display panel with a computer 
icon,” “portion of a computer screen with an icon image;” “portion 
of a display panel with a computer icon image;” or “portion of a 
monitor displayed with a computer icon image.” 


8. See McGrady v. Aspenglas Corp., 487 F. Supp. 859, 861, 208 
USPQ 242, 244 (S.D.N.Y. 1980) (descriptive statement in design 
patent application narrows claim scope). 


9. See In re Oetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 
1444 (Fed. Cir. 1992) (“After evidence or argument is submitted 
by the applicant in response, patentability is determined on the 
totality of the record, by a preponderance of evidence with due 
consideration to persuasiveness of argument.”). 

March 14, 1996 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


(1184 OG 60] 
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PCT Applications Drawn to 
Computer-Related Inventions 


(120) 


The following guidance should be applied when searching and 
examining a PCT application drawn to a computer-related inven- 
tion: 


Chapter I (Form 210 Search Report) 


Under Chapter I, Office personnel conduct an international 
search and prepare an international search report on all subject 
matter searched and examined in U.S. national applications. 
Routinely, such subject matter includes inter alia computer-related 
inventions. Under the Examination Guidelines for Computer- 
Related Inventions (Guidelines), Office personnel conduct a com- 
plete examination, including a thorough search of the prior art, for 
all U.S. national applications drawn to computer-related inventions 
regardless of whether the claims recite statutory subject matter. See 
61 Fed. Reg. 7478 (Feb. 28, 1996); 1184 OG 87 (March 26, 1996). 
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Thus, Office personnel must conduct an international search, and 
prepare an international search report, on all PCT applications 
drawn to computer-related inventions.’ 

Office personnel are reminded that, when completing Section C. 
of the search report (Documents Considered To Be Relevant), the 
prior art references should be categorized as either “A”, “X” or 
“Y” based on the claims read in light of the disclosure. Also, the 
citations should indicate which claims are relevant to the refer- 
ence. 


Chapter II (Form 408 Written Opinion and Form 409 IPER) 


Under Chapter II, Office personnel conduct a preliminary 
examination and prepare an international preliminary examination 
report (IPER). In the examination, Office personnel determine 
whether the claimed invention satisfies the criteria for novelty, 
inventive step, and industrial applicability. For PCT applications 
drawn to computer-related inventions, Office personnel should use 
the Guidelines as an aid in determining whether the claimed 
invention satisfies the criteria for industrial applicability. Often, a 
claimed invention determined to be non-statutory under the 
Guidelines will not satisfy the criteria for industrial applicability 
because the claimed invention cannot be made or used in the 
technological sense in any kind of industry. See PCT Article 33(4). 

Office personnel are reminded, however, that written opinions 
and IPERs should not cite U.S. statutes, regulations, or case law 
except those which pertain to PCT. In the same manner, written 
opinions and IPERs should not reference the Guidelines per se. 


' Accordingly, Item 1. of Box I. in the search report is not applicable. 
However, in rare circumstances, Office personnel will be unable to conduct 
an international search, e.g., it is impossible to determine the subject matter 
of the PCT application. In that circumstance, Item 2. of Box I. should be 
checked and explained, as it would be in a similar circumstance for 
non-computer-related subject matter. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


July 22, 1996 
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(121) Assignment of Confirmation Number and 
Time Period for Filing a Copy of an Application by 
EFS for Eighteen-Month Publication Purposes 


The United States Patent and Trademark Office (Office) recently 
published a final rule to implement the eighteen-month publication 
provisions of the American Inventors Protection Act of 1999. See 
Changes to Implement Eighteen-Month Publication of Patent 
Applications, 65 Fed. Reg. 57023 (Sept. 20, 2000), 1239 Off. Gaz. 
Pat. Office 63 (Oct. 10, 2000) (Notice of Final Rulemaking). The 
purpose of this notice is to advise applicants that an electronic 
filing system (EFS) copy of an application will be used in creating 
the patent application publication even if it is submitted outside the 
period set forth in 37 CFR § 1.215(c), provided that it is submitted 
within one month of the mailing date of the first Filing Receipt 
including a confirmation number for the application. 


37 CFR § 1.215 provides that the Office will use the EFS copy 
of an application submitted by applicant to create the patent 
application publication if applicant supplies the EFS copy within 
one month of the actual filing date of the application or fourteen 
months of the earliest filing date for which a benefit is sought, 
whichever is later. See 37 CFR § 1.215(c). 37 CFR § 1.215 also 
provides that if the Office has not started the publication process, 
the Office may use an untimely filed EFS copy of an application 
supplied by the applicant to create the patent application publica- 
tion. See 37 CFR § 1.215(d). 


The Office plans to issue a four-digit confirmation number for 
each currently pending and newly filed application. This confir- 
mation number, in combination with the application number, will 
be used to verify the accuracy of the application number and avoid 
misidentification of an application due to a transposition error in 
the application number. The Office will assign a confirmation 
number to each pending application and notify the applicant of the 
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confirmation number by a separate notice for each pending 
application. This process of assigning confirmation numbers in 
pending applications will begin in early December and is expected 
to be completed by December 15, 2000. The Office will also assign 
a confirmation number to each new application and notify the 
applicant of the confirmation number on the Filing Receipt. The 
confirmation number will also be available through the Patent 
Application Information Retrieval (PAIR) system (http://pair.usp- 
to.gov). The Office eventually plans to include the application’s 
confirmation number (in addition to the application number) on all 
Office actions and notices concerning the application. 


This confirmation number must be used when submitting an 
EFS copy of the application for publication to verify that the 
application number correctly identifies the application for which a 
copy is being submitted for publication. See Changes to Imple- 
ment Eighteen-Month Publication of Patent Applications, 65 Fed. 
Reg. at 57041, 1239 Off. Gaz. Pat. Office at 78-79 (response to 
comment 20). The Office also recommends that applicants include 
the application’s confirmation number (in addition to the applica- 
tion number) on all correspondence submitted to the Office 
concerning the application. 


Since the Office requires the use of the confirmation number 
when submitting an EFS copy of the application for publication, 
the Office will use the EFS copy of the application submitted by 
applicant, rather than application papers as recorded in the Office’s 
Patent Application Capture and Review (PACR) database, to 
create the patent application publication, provided that the appli- 
cant supplies the EFS copy within one month of the mailing date 
of the first Filing Receipt including a confirmation number for the 
application. 


Inquiries regarding this notice should be directed to the Elec- 
tronic Business Center Customer Service Center at 703-305-3028 
or 703-308-6845. 


November 30, 2000 NICHOLAS P. GODICI 


Commissioner for Patents 
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(122) DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
37 CFR Parts 1 and 5 


RIN 0651-AB05 


Changes to Implement Eighteen-Month Publication of 
Patent Applications 


AGENCY: United States Patent and Trademark Office, Com- 
merce. 


ACTION: Final rule. 


SUMMARY: The United States Patent and Trademark Office 
(Office) is revising the rules of practice in patent cases to 
implement certain provisions of the American Inventors Protection 
Act of 1999. These provisions of the American Inventors Protec- 
tion Act of 1999 provide, with certain exceptions, for the publi- 
cation of pending patent applications (other than design applica- 
tions) at eighteen months from the earliest claimed priority date. 


DATES: EFFECTIVE DATE: November 29, 2000. 


APPLICABILITY DATE: Sections 1.103(d), 1.211, 1.213, 1.215, 
1.217, 1.219, and 1.221, and the changes to §§ 1.14, 1.55, 1.72, 
1.78, 1.85, 1.99, 1.137, 1.138, and 1.311, apply to any patent 
application filed on or after November 29, 2000, and to any patent 
application in which applicant requests voluntary publication. 


FOR FURTHER INFORMATION CONTACT: Concerning 
this final rule: Robert W. Bahr, Karin L. Tyson, or Robert A. Clarke 
by telephone at (703) 308-6906, or by mail addressed to: Box 
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Comments—Patents, Assistant Commissioner for Patents, Wash- 
ington, D.C. 20231, or by facsimile to (703) 872-9411, marked to 
the attention of Robert W. Bahr. 


Concerning the electronic filing system (EFS): Jay Lucas or 
Michael Lewis by electronic mail message via the Internet 
addressed to jay.lucas @uspto. gov. 


SUPPLEMENTARY INFORMATION: The American Inven- 
tors Protection Act of 1999 (Title IV of the Intellectual Property 
and Communications Omnibus Reform Act of 1999 (S. 1948) as 
introduced in the 106th Congress on November 17, 1999) was 
incorporated and enacted into law on November 29, 1999, by § 
1000(a)(9), Division B, of Pub. L. 106-113, 113 Stat. 1501 (1999). 
The American Inventors Protection Act of 1999 contains a number 
of changes to title 35, United States Code. This notice revises the 
rules of practice to implement the provisions of §§ 4501 
through 4508 (Subtitle E, Domestic Publication of Patent Appli- 
cations Published Abroad) of the American Inventors Protection 
Act of 1999. These provisions of the American Inventors Protec- 
tion Act of 1999 provide that, with certain exceptions, applications 
for patent shall be published promptly after the expiration of a 
period of eighteen months from the earliest filing date for which a 
benefit is sought under title 35, United States Code (“eighteen- 
month publication”). 


Section 4502 of the American Inventors Protection Act of 1999 
amends 35 U.S.C. 122 (35 U.S.C. 122(b)) to provide that appli- 
cations for patent shall be published promptly after the expiration 
of a period of eighteen months from the earliest filing date for 
which a benefit is sought under title 35, United States Code, and 
that an application may be published earlier than the end of such 
eighteen-month period at the request of the applicant. Section 4502 
of the American Inventors Protection Act of 1999 (35 U.S.C. 
122(b)) also contains a number of exceptions to eighteen-month 
publication of patent applications. 


First: An application shall not be published if it is: (1) no longer 
pending; (2) subject to a secrecy order under 35 U.S.C. 181 or an 
application for which publication or disclosure would be detrimen- 
tal to national security; (3) a provisional application under 35 
U.S.C. 111(b); or (4) an application for a design patent under 35 
U.S.C. chapter 16. See 35 U.S.C. 122(b)(2)(A) and (d). 


Second: An application shall not be published if an applicant 
makes a request upon filing, certifying that the invention disclosed 
in the application has not and will not be the subject of an 
application filed in another country, or under a multilateral 
international agreement, that requires eighteen-month publication. 
An applicant may rescind such a request at any time. In addition, 
an applicant who has made such a request but who subsequently 
files an application directed to the invention disclosed in the 
application filed in the Office in a foreign country, or under a 
multilateral international agreement, that requires eighteen-month 
publication, must notify the Office of such filing within forty-five 
days after the date of the filing of such foreign or international 
application. An applicant’s failure to timely provide such a notice 
to the Office will result in abandonment of the application (subject 
to revival if it is shown that the delay in submitting the notice was 
unintentional). If an applicant rescinds such a request or notifies 
the Office that an application was filed in a foreign country, or 
under a multilateral international agreement, that requires eigh- 
teen-month publication, the application is subject to eighteen- 
month publication. See 35 U.S.C. 122(b)(2)(B)(i)-(iv). 


Third: If an applicant has filed applications in one or more foreign 
countries, directly or through a multilateral international agree- 
ment, and such foreign-filed applications or the description of the 
invention in such foreign-filed applications is less extensive than 
the application or description of the invention in the application 
filed in the Office, the applicant may submit a redacted copy of the 
application filed in the Office eliminating any part or description of 
the invention in such application that is not also contained in any 
of the corresponding applications filed in a foreign country. If the 
redacted copy of the application is received within sixteen months 
after the earliest filing date for which a benefit is sought under title 
35, United States Code, the Office may publish only the redacted 
copy of the application. See 35 U.S.C. 122(b)(2)(B)(v). 
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Section 4503(a) of the American Inventors Protection Act of 1999 
amends 35 U.S.C. 119(b) to provide that no application for patent 
shall be entitled to a right of priority under 35 U.S.C. 119(a)-(d) 
unless a claim is filed in the Office, identifying the foreign 
application by specifying the application number of that foreign 
application, the intellectual property authority or country in or for 
which the application was filed, and the date of filing the 
application, at such time during the pendency of the application as 
required by the Office. Section 4503(a) of the American Inventors 
Protection Act of 1999 also amends 35 U.S.C. 119(b) to provide 
that the Office may consider the failure of the applicant to timely 
file a claim for priority as a waiver of any such claim, and may 
establish procedures, including the payment of a surcharge, to 
accept an unintentionally delayed claim under 35 U.S.C. 119(b)- 
(d). Section 4503(a) of the American Inventors Protection Act of 
1999 also amends 35 U.S.C. 119(b) to authorize the Office to 
determine whether to require a certified copy of the original 
foreign application. 


Section 4503(b)(1) of the American Inventors Protection Act of 
1999 amends 35 U.S.C. 120 to provide that no application shall be 
entitled to the benefit of an earlier filed application under 35 
U.S.C. 120 unless an amendment containing the specific reference 
to the earlier filed application is submitted at such time during the 
pendency of the application as required by the Office. Section 
4503(b)(1) of the American Inventors Protection Act of 1999 also 
amends 35 U.S.C. 120 to provide that the Office may consider the 
failure to submit such an amendment within that time period as a 
waiver of any benefit under 35 U.S.C. 120, and may establish 
procedures, including the payment of a surcharge, to accept an 
unintentionally delayed submission of an amendment under 35 
U.S.C. 120. 


Section 4503(b)(2) of the American Inventors Protection Act of 
1999 amends 35 U.S.C. 119(e) to provide that no application shall 
be entitled to the benefit of an earlier filed provisional application 
under 35 U.S.C. 119(e) unless an amendment containing the 
specific reference to the earlier filed provisional application is 
submitted at such time during the pendency of the application as 
required by the Office. Section 4503(b)(2) of the American 
Inventors Protection Act of 1999 also amends 35 U.S.C. 119(e) to 
provide that the Office may consider the failure to submit such an 
amendment within that time period as a waiver of any benefit 
under 35 U.S.C. 119(e), and the Office may establish procedures, 
including the payment of a surcharge, to accept an unintentionally 
delayed submission of an amendment under 35 U.S.C. 119(e) 
during the pendency of the application. 


Case law has indicated that, in certain instances, priority claims 
may be perfected after issuance. The U.S. Court of Appeals for the 
District of Columbia has held that the equitable or remedial 
provisions of 35 U.S.C. 251 authorize patentees to correct or 
perfect a claim for priority under 35 U.S.C. 119 in an issued patent 
by reissue. See Brenner v. State of Israel, 400 F.2d 789, 158 USPQ 
584 (D.C. Cir. 1968). The U.S. District Court for the District of 
Columbia applied this rationale to permit a patentee to amend an 
intermediate abandoned application in a chain of applications for 
which a benefit was claimed under 35 U.S.C. 120 to include the 
specific reference required by 35 U.S.C. 120. 


See Sampson v. Commissioner, 195 USPQ 136 (D.D.C. 1976). In 
appropriate circumstances, the Office has permitted patentees to 
perfect claims under 35 U.S.C. 119, 120, or 121 in an issued patent 
by certificate of correction under 35 U.S.C. 255 and § 1.323. See 
In re Schuurs, 218 USPQ 443 (Comm’r Pat. 1983); In _ re 
Lambrech, 202 USPQ 620 (Comm’r Pat. 1976); In re Van Esdonk, 
187 USPQ 671 (Comm’r Pat. 1975). 


The amendments to 35 U.S.C. 119 and 120 provide that the Office 
may consider the failure of the applicant to file a timely claim 
under 35 U.S.C. 119 or 120 as a waiver of any such claim. Sections 
1.55 and 1.78 implement these amendments to 35 U.S.C. 119 and 
120 by specifying time periods during the pendency of the 
application within which claims under 35 U.S.C. 119(a)-(d), 
119(e), and 120 must be stated or are considered waived. 35 U.S.C. 
119(b), 119(e), and 120 each provide that the Office may establish 
procedures to accept an unintentionally delayed submission of a 
claim under 35 U.S.C. 119(b), 119(e), or 120 (respectively); 
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however, 35 U.S.C. 119(e) requires that such unintentionally 
delayed claim (amendment) be submitted during the pendency of 
the application. Thus, a claim under 35 U.S.C. 119(a)-(d) or 120 
for the benefit of a prior application may be added (or corrected) 
in an issued patent by reissue or certificate of correction (assuming 
the conditions for reissue or certificate of correction are otherwise 
met) by submitting such untimely claim under the procedures 
established in § 1.55 or § 1.78 (including payment of any 
applicable surcharge). A claim under 35 U.S.C. 119%e) for the 
benefit of a prior provisional application, however, must be added 
or corrected during the pendency of the application. 


Section 4504 of the American Inventors Protection Act of 1999 
amends 35 U.S.C. 154 to provide that, subject to a number of 
conditions, a patent includes the right to obtain a reasonable 
royalty during the period beginning on the date of publication of 
the application for such patent under 35 U.S.C. 122(b) (or the date 
of publication under Patent Cooperation Treaty (PCT) Article 
21(2) of an international application designating the United States) 
and ending on the date the patent is issued (“provisional rights”). 


Section 4505 of the American Inventors Protection Act of 1999 
amends 35 U.S.C. 102(e) to, inter alia, set forth the conditions 
under which an application published under 35 U.S.C. 122(b) or 
under PCT Article 21(2) is prior art as of its filing date. 


Section 4506 of the American Inventors Protection Act of 1999 
provides that the Office shall recover the cost of early publication 
required by 35 U.S.C. 122(b) by charging a separate publication 
fee after a notice of allowance is given under 35 U.S.C. 151. 


Section 4508 of the American Inventors Protection Act of 1999 
provides that its eighteen- month publication provisions take effect 
on November 29, 2000, and apply to applications (other than for a 
design patent) filed under 35 U.S.C. 111(a) on or after November 
29, 2000, and to applications in compliance with 35 U.S.C. 371 
that resulted from international applications filed under 35 U.S.C. 
363 on or after November 29, 2000. 


The Office published a notice proposing changes to the rules of 
practice to implement the provisions of §§ 4501 through 4508 
(Subtitle E, Domestic Publication of Patent Applications Published 
Abroad) of the American Inventors Protection Act of 1999. See 
Changes to Implement Eighteen-Month Publication of Patent 
Applications, Notice of Proposed Rulemaking, 65 FR 17946 (Apr. 
5, 2000), 1233 Off. Gaz. Pat. Office 121 (Apr. 25, 2000) (notice of 
proposed rulemaking). This final rule adopts changes to the rules 
of practice to implement the provisions of §§ 4501 through 4508 
of the American Inventors Protection Act of 1999. 


The Office’s planning approach to eighteen-month publication 
includes: (1) disseminating a publication document (patent appli- 
cation publication) for each published application; and (2) provid- 
ing (under conditions set forth below) any member of the public 
with access to the file wrapper and contents of each published 
application (which may be limited to a copy of the file wrapper and 
contents of the application). 


Patent application publication: The patent application publication 
will include a front page containing information similar to that 
contained on the front page of a patent, and the drawings (if any) 
and specification (including claims) of the published application. 
To create the patent application publication, the Office plans to use 
its Patent Application Capture and Review (PACR) system to 
create an electronic database (PACR database) containing: (1) the 
application papers and drawings deposited on the filing date of the 
application; and (2) any subsequently filed application papers and 
drawings needed to create the patent application publication. The 
application information contained in the Office’s PACR database 
will be used to create the patent application publication, unless the 
applicant provides a copy of the application via the Office’s 
electronic filing system (EFS) to be used to create the patent 
application publication (discussed below). 


The Office currently uses the PACR database as the Office’s record 
of the application papers submitted on the filing date of the 
application (i.e., the original disclosure of the invention). The 
application papers submitted on the filing date of the application, 
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however, may not include the content needed (e.g., an abstract), 
and the application papers or drawings may not be of sufficient 
quality (e.g., papers not having sufficient contrast to permit 
electronic capture by digital imaging and conversion to text by 
optical character recognition or drawings not having sufficient 
quality) to be used to create a patent application publication. Since 
the patent application publication will be a prior art document 
(and, in most cases, the prior art document having the earliest 
effective date under 35 U.S.C. 102(a), (b), and (e)), the Office must 
consider the usability of the patent application publication as a 
prior art document when determining what drawing quality is 
needed to create the patent application publication. 


If the application papers submitted on the filing date of the 
application do not include the content needed, or the application 
papers or drawings are not of sufficient quality to be used, to create 
a patent application publication, the Office of Initial Patent 
Examination (OIPE) will issue a notice requiring that the applicant 
submit the needed application content, or application papers or 
drawings of sufficient quality, for use in creating a patent applica- 
tion publication. The applicant’s reply to that notice (application 
papers and drawings needed to create the patent application 
publication) will then be added to the PACR database. The Office 
must separate the application papers and drawings deposited on 
the filing date of the application and the subsequently filed 
application papers and drawings in its PACR database because the 
PACR database is also used to create any requested certified copy 
of the application (which may only include the application papers 
and drawings deposited on the filing date of the application). 


Initially, an application filed under 35 U.S.C. 111(a) (nonprovi- 
sional) must be entitled to a filing date (i.e., contains a written 
description of the invention, a drawing (if necessary for an 
understanding of the invention), and at least one claim) for the 
application to be in condition for publication. In addition, if an 
application filed under 35 U.S.C. 111(a) otherwise entitled to a 
filing date appears to omit a portion of the description or a drawing 
figure, the omitted portion of the description or drawing figure(s) 
must be supplied, or the period for supplying such portion of the 
description or drawing figure(s) must have expired, for the 
application to be in condition for publication. The requirements for 
an application filed under 35 U.S.C. 111(a) to be entitled to a filing 
date and the treatment of an application filed under 35 U.S.C. 
111(a) that appears to omit a portion of the description or a 
drawing figure is set forth in sections 601.01(d) through 601.01(g) 
of the Manual of Patent Examining Procedure (7th ed. 1998) (Rev. 
1, Feb. 2000) (MPEP). 


In addition, an application filed under 35 U.S.C. 111(a) must 
include an executed oath or declaration (§ 1.63), an abstract (§ 
1.72(b)), and an English translation (if filed in a language other 
than English), for the application to have the content necessary to 
create the patent application publication. For eighteen-month 
publication purposes, the oath or declaration must at a minimum: 
(1) name each inventor at least by a family and given name; and 
(2) be signed by each inventor or a party qualified to sign under 
§§ 1.42, 1.43, or 1.47 in compliance with § 1.64. Finally, an 
application filed under 35 U.S.C. 111(a) will not be published until 
the basic filing fee (§ 1.16(a) or (g)) is paid. 


A PCT international application must satisfy the requirements of 
35 U.S.C. 371 to be subject to eighteen-month publication under 
35 U.S.C. 122(b) (and to have the content necessary to create the 
patent application publication). 


Even if an application has the content necessary to create the 
patent application publication, the application papers and drawings 
must also be reviewed to determine whether they are of sufficient 
quality to be used in creating the patent application publication. To 
be of sufficient quality to create the patent application publication, 
the specification must be on sheets of paper that: (1) are flexible, 
strong, smooth, non-shiny, durable, and white; (2) are either A4 
(21 cm x 29.7 cm) or 8-1/2" x 11" with each sheet having a left 
margin of at least 2.5 cm (1") and top, bottom, and right margins 
of at least 2.0 cm (3/4"); (3) are written on one side only in portrait 
orientation; (4) are plainly and legibly written either by a type- 
writer or machine printer in permanent dark ink or its equivalent; 
(5) have lines that are either 1-1/2 or double-spaced; and (6) have 
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sufficient clarity and contrast between the paper and the writing on 
the paper to permit direct reproduction and electronic capture by 
digital imaging and optical character recognition. These quality 
standards and requirements are currently set forth in § 1.52(a) and 
(b). In addition, the title must meet the length requirement of § 
1.72(a); the abstract must commence on a separate sheet and meet 
the word-length requirement of § 1.72(b); the claims must com- 
mence on a separate sheet; and the sequence listing (if applicable) 
must comply with §§ 1.821 through 1.825. 


As discussed above, the Office must consider not only whether 
drawings are of sufficient quality to create a publication (the patent 
application publication), but whether they are sufficient for the 
publication to be routinely used as a prior art document. Thus, the 
drawing sheets (if drawings are included) must comply with the 
following requirements of § 1.84. Drawings must be done in dark 
ink (not pencil), except where color drawings or photographs are 
permitted. Photographs (or photomicrographs) are not permitted 
unless they are reproducible and the invention cannot be clearly 
illustrated in an ink drawing. See Interim Waiver of 37 C.FR. § 
1.84(b)(1) for Petitions to Accept Black and White Photographs 
and Advance Notice of Change to M.P.E.P. § 608.02, Notice, 1213 
Off. Gaz. Pat. Office 108 (Aug. 4, 1998). Drawing sheets must be 
reasonably free from erasures and must be free from alterations, 
overwritings, interlineations, folds, and copy marks. Drawing 
sheets must be either 21.0 cm by 29.7 cm (DIN size A4) or 21.6 cm 
by 27.9 cm (8 1/2 by 11 inches). Each drawing sheet must include 
a top margin of at least 2.5 cm (1 inch), a left side margin of at 
least 2.5 cm (1 inch), a right side margin of at least 1.5 cm (5/8 
inch), and a bottom margin of at least 1.0 cm (3/8 inch). Lines, 
numbers, and letters must be clean, dark (not of poor line quality), 
uniformly thick, and well defined. The English alphabet must be 
used for letters, except where another alphabet is customarily used 
(such as the Greek alphabet to indicate angles, wavelengths, and 
mathematical formulas). Numbers, letters, and reference charac- 
ters must measure at least 0.32 cm (1/8 inch) in height. Lead lines 
are required for each reference character (except for those which 
indicate the surface or cross section on which they are placed, in 
which case the reference character must be underlined to make it 








clear that a lead line has not been left out by mistake). The drawing 
views must also be numbered in consecutive Arabic numerals, 
starting with |. 


Finally, the specification (including the claims) must not contain 
drawings or flow diagrams. See § 1.58(a). 


In September of 1996, the Office revised the standard and format 
requirements for the specification (including the abstract and 
claims), drawings, and other application papers set forth in § 1.52 
and § 1.84 for the purpose of obtaining initial application papers in 
condition for eighteen-month publication. See Miscellaneous 
Changes in Patent Practice, Final Rule Notice, 61 FR 42790 (Aug. 
19, 1996), 1190 Off. Gaz. Pat. Office 67 (Sept. 17, 1996). 
Applicants are advised that the Office will: (1) begin enforce- 
ment of the provisions of § 1.52(a) and (b) and § 1.84 during 
the pre-examination processing of patent applications; and (2) 
not permit applicants to request that objections under § 1.52(a) 
and (b) and § 1.84 made during the pre-examination process- 
ing of a patent application be held in abeyance pending 
allowance of the application. 


As discussed below, if applicant timely provides the Office with a 
copy of the application via the Office electronic filing system, the 
Office will use the electronic copy provided by the applicant 
(rather than the PACR database records) to create the patent 
application publication. Applicants may use this procedure to 
obtain inclusion of amendments submitted during prosecution in 
the patent application publication. Applicants must use this 
procedure when requesting: (1) voluntary publication of an appli- 
cation; (2) republication of a previously published application; or 
(3) publication of only a redacted copy of an application. 


Electronic filing system: The electronic filing system (EFS) is an 
electronic system for the submission of patent applications to the 
Office. The EFS encompasses the preparation of the application 
parts in a special manner on the applicant’s computer (authoring), 
the assembling of the pieces of the application so authored, and the 
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secure communication of that application to the Office. The same 
EFS software must be used by applicants who wish to submit a 
copy of the application for the patent application publication. 


The steps for submission of an electronic version of a patent 
application are as follows: (1) obtaining a digital certificate; (2) 
obtaining the authoring and the submission-software packages 
from the Office; (3) authoring the patent application; and (4) 
assembling the parts of the application, and validating, digitally 
signing, and submitting the application. 


To file a copy of an application using the EFS, an applicant (or 
representative) must submit a request and receive an Office digital 
certificate to enable secure communication between the applicant 
and the Office. A digital certificate will allow the authorized person 
to conduct electronic filing of one or more applications, as well as 
have access to the Office’s Patent Application Information Re- 
trieval (PAIR) software to display patent application status infor- 
mation. 


The digital certificate is given to individuals and firms that obtain 
a customer number, and also request a digital certificate. Instruc- 
tions on how to obtain the necessary digital certificate are located 
at the Office’s Electronic Business Center on the Office’s Internet 
Web site (http://www.uspto.gov) (under the section Electronic 
Business Center, select New User for the PAIR system). 


The Office makes its branded version of the security software 
product called Entrust Direct software available to authorized 
persons. The software operates in conjunction with an Office 
Public Key Infrastructure (PKI) that is secure and enables com- 
munication only between the Office and authorized persons who 
are registered with the Office. 


A person signing up for EFS application filing receives a package 
with his or her digital certificate including: (1) the software that 
will attach a digital signature to a document or set of documents; 
(2) an authoring tool that will allow the applicant to convert a 
standard patent application into a specialized format; and (3) the 
electronic Packaging and Validation Engine (ePave) program that 
will assemble the parts of the application, validate that the parts are 
complete, encrypt and digitally sign them, and then send them to 
the Office. 


The applicant is responsible for correctly authoring the electronic 
application, which is defined as reformatting the application into a 
form that complies with the requirements of XML (the standard 
eXtensible Markup Language of Internet authoring). The XML 
requires that all the pieces of information in the application (e.g., 
the inventor’s name, title of the invention, and the claims) are 
tagged with standard XML named tags before and after each piece 
of information. For example, XML could require that the title be 
tagged: 
<app title> MAKING A WIDGIT </app title> 


The tagged information, in turn, is ordered and positioned on the 
submitted document according to the formula for that document in 
the document type definition (DTD). The DTD contains a list of all 
the tagged data elements (pieces of information) that should be on 
that document, and the relative positioning of the elements. When 
combined with the document's style sheet (which contains format- 
ting information), the DTD will completely define what the 
document should contain and, when printed or viewed, what it will 
look like. 


The applicant does the authoring using the software authoring tool 
given to him or her by the Office and operating on the applicant’s 
computer. The authoring tool displays a template on applicant’s 
computer screen listing all of the data elements that should be in 
a patent application (according to the Office’s DTD). The applicant 
clicks in the desired data element and types information into the 
template. For example, the applicant clicks the data element 
“TITLE” and types “MAKING A WIDGIT” into the template. The 
authoring tool will add the tags, paragraph numbers, and other 
elements that are required by XML. The applicant can continue 
through this whole process adding the required information to each 
of the data elements in the template until the application is fully 
authored. 
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The applicant can also use the authoring tool to “cut and paste” a 
previously written application into the proper format. In this mode, 
the applicant will open up that written application, and also open 
up the authoring tool template to reveal the data elements. When 
the applicant clicks in the data element, the applicant will copy the 
relevant section from the previously written application and paste 
that section into the template (for tagging by the authoring tool). 


Paper copies of the oath or declaration (§ 1.63), drawings, and 
certain other documents are scanned on the applicant’s digital 
scanner and stored in tagged image file format (TIFF). The TIFF 
is not tagged by the authoring tool, but is similar to an electronic 
photograph. 


Using either mode, the applicant will produce a copy of the 
application in compliance with the Office EFS, including a 
specification and claims (in XML), an oath or declaration (in 
TIFF), and drawings (also in TIFF). 


Once the various parts of the application are prepared, the 
applicant will use the software tool ePave to assemble those parts 
and submit the application to the Office. The ePave software 
interacts with the applicant to fill out an electronic transmittal and 
fee information letter. This document is developed in the tagged 
XML format. The applicant then uses the ePave software to 
associate these documents with the previously produced applica- 
tion. 


This association of the related files to be submitted is called 
bundling. The bundle of files that will be sent to the Office will be 
compressed using Zip technology to reduce their size. Then ePave 
will apply the digital signature to the compressed bundle, to 
indicate who is sending the package to the Office, and check the 
file’s integrity. The digital signature process also encrypts the 
bundle, for safety during transmission. 


The authoring tool and ePave software on the applicant's computer 
perform all of this activity almost invisibly. The applicant must 
enter a password to apply the digital signature, and the software 
will finish processing the application for submission to the Office. 
During the processing of a copy of an application for submission 
to the Office for use in a patent application publication, the 
applicant will be advised that the application of a digital signature 
constitutes a statement that the EFS copy of the application 
contains no new matter, and, except for a redacted copy of an 
application (which requires the concurrent submission of other 
certifications on paper), that the EFS copy of the application 
corresponds to the application as amended by any amend.nent filed 
in the application. When processing is finished, the software will 
ask the applicant if the list of displayed files should be sent to the 
Office. The applicant will click or otherwise express his or her 
concurrence, and the EFS application files are electronically 
transmitted to the Office. 


On receipt of the bundle of files comprising the application, the 
Office stores the bundle and takes it apart. The bundle is decrypted, 
the digital signature is checked, and the integrity of the package is 
confirmed. In the course of events, the Office sends an acknowl- 
edgment back to the applicant's computer providing the date and 
time of submission, the names and sizes of the files received, and 
other information to confirm the submission. 


Obviously, an application submitted via EFS cannot include a 
payment by check or money order. Therefore, any publication fee 
or processing fee required for a copy of an application submitted 
via EFS for use in the patent application publication must be paid 
by an authorization to charge the fee to a credit card or Office 
deposit account. 


The Office originally indicated that if a copy of an application 
being submitted to the Office for eighteen-month publication 
purposes contains a sequence listing, and the sequence listing is 
identical to a sequence listing previously submitted to the Office in 
compliance with §§ 1.821 through 1.825, the EFS copy of the 
application may contain a reference to the previously filed se- 
quence listing in lieu of a copy of the previously filed sequence 
listing. See Changes to Implement Eighteen-Month Publication of 
Patent Applications, 65 FR at 17950, 1233 Off. Gaz. Pat. Office at 
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124. The Office, however, has determined that permitting an EFS 
copy of an application to reference a previously filed sequence 
listing (rather than include a copy of the sequence listing) will 
increase the chance for errors in the sequence listing included in 
the patent application publication. Thus, the Office is requiring that 
if a copy of an application being submitted to the Office for 
eighteen-month publication purposes contains a sequence listing, 
the EFS copy of the application must contain a text file copy of the 
sequence listing that if printed out on paper would be in compli- 
ance with § 1.823. 


Finally, if the file containing a copy of an application being 
submitted to the Office for eighteen-month publication purposes 
occupies ten megabytes of memory or more, the copy of the 
application should be submitted on a Compact Disk-Read Only 
Memory (CD- ROM) or Compact Disk-Recordable (CD-R). The 
CD-ROM or CD-R containing the copy of the application should 
be addressed to: Box PGPub. 


While the Office is using EFS for both new application filing and 
submission of a copy of a previously filed application for publi- 
cation purposes, an EFS submission of a copy of an application for 
publication purposes will be different from the EFS submission of 
a new application. For example, the EFS submission of a copy of 
an application for publication purposes will not require an oath or 
declaration (in TIFF). In addition, the acknowledgment receipts 
issued by the Office will be different for the EFS submission of a 
copy of an application for publication purposes than it will be for 
the EFS submission of a new application. 


Publication process: The current planning approach involves a 
fourteen-week publication cycle that results in the publication of 
patent application publications on Thursday of each week. Ideally, 
the publication date of an application will be the first Thursday 
after the date that is eighteen months after the filing date of the 
application, or if the application claims the benefit of an earlier 
filing date, the first Thursday after the date that is eighteen months 
after the earliest filing date for which a benefit is sought. An 
application, however, may not be published the first Thursday after 
the date that is eighteen months after the earliest filing date for 
which a benefit is sought if the application is not in condition for 
publication approximately fourteen months after the earliest filing 
date for which a benefit is sought (eighteen months less the 
fourteen-week publication cycle). 


Obviously, there are events that will delay publication of some 
applications until a later date: e.g., (1) the application claims the 
benefit under 35 U.S.C. 120 of an application filed more than 
eighteen months before the actual filing date of the application; (2) 
the basic filing fee or oath (or declaration) is not provided within 
eighteen months after the earliest filing date for which a benefit is 
sought; or (3) the application does not contain papers or drawings 
of publication quality within eighteen months after the earliest 
filing date for which a benefit is sought. In such situations, the 
publication date of an application will be the first Thursday after 
the date that is fourteen weeks after the application is in condition 
for publication. Applicants who attempt to delay publication by 
intentionally delaying the submission of the application content 
necessary for publication, however, may encounter a reduction in 
any patent term adjustment under 35 U.S.C. 154(b) (see 35 U.S.C. 
154(b)(2\(C)ii) and § 1.704(b)). 


The Office plans to indicate a projected publication date on the 
filing receipt or indicate “to be determined” if the application is not 
in condition fer publication. If events change the projected 
publication date by more than two weeks (e.g., claim for priority 
under 35 U.S.C. 119(e) presented after mailing of the filing 
receipt) or the application content necessary for publication is 
provided, the Office will issue a change notification indicating the 
revised projected publication date. 


The publication process involves producing weekly volumes of 
patent application publications on a variety of media: e.g., the 
Office’s Examiner Automated Search Tool (EAST) and Web-based 
Examiner Search Tool (WEST) search systems, optical disk 
products for sale to the public, and exchange with the Office’s 
Intellectual Property exchange partners. Patent application publi- 
cations will be available for viewing by the public in the Public 
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Search Room via an on-line search system. The Office does not 
plan to provide paper copies of the patent application publications 
for placement in either the Public Search Room or the examiners’ 
search rooms. The Office, however, will provide paper copies of 
the patent application publications to any member of the public on 
request (for a fee) in the manner that paper copies of patents are 
currently provided. 


The publication process provides for: (1) assembly of application 
bibliographic information for the patent application publication at 
fourteen weeks prior to the projected publication date; (2) assem- 
bly of the technical content (specification, including claims and 
abstract, and drawings) of the application for the patent application 
publication at nine weeks prior to the projected publication date; 
and (3) placement of the application information as assembled into 
the patent application publication on publication media (e.g., 
optical disks, magnetic tape) at four weeks prior to the projected 
publication date. 


Any applicant seeking to abandon the application for the purpose 
of avoiding publication must take appropriate action (see § 1.138 
discussed below) well prior to the projected publication date. If the 
application is not expressly abandoned at least four weeks prior to 
the projected publication date, the Office will probably not be able 
to avoid publication of the application or at least some application 
information because the Office will place the application (along 
with the thousands of other applications being published each 
week) on publication media (e.g., optical disks, magnetic tape) 
four weeks prior to the projected date. This does not imply that a 
request to expressly abandon an application to avoid publication 
(§ 1.138) filed prior to this “four-week” time frame will ensure 
that the Office will be able to remove an application from 
publication. The Office simply cannot ensure that it can remove an 
application from publication or avoid publication of application 
information any time after the publication process for the appli- 
cation is initiated. 


Access to the file wrapper and contents of a published application: 
The Office plans to permit: (1) any member of the public to obtain 
(for a fee) a copy of the complete file wrapper and contents of, or 
a copy of a specific paper in, any published application, provided 
that no redacted copy was timely submitted for publication; (2) 
any member of the public to obtain (for a fee) an appropriately 
redacted copy of the file wrapper and contents of, or a copy of a 
specific paper in, any published application for which a redacted 
copy was timely submitted for publication; and (3) any member of 
the public to physically inspect (subject to the same conditions that 
apply to inspection of patented files) the file of any abandoned 
published application, provided that no redacted copy was timely 
submitted for publication. 


Any member of the public may obtain status information concern- 
ing any published application via the Office’s PAIR system. 
Permitting physical inspection of pending published applications, 
however, would interfere with the Office’s ability to act on the 
applications within the time frames set forth in 35 U.S.C. 
154(b)(1)(A) and (B). Thus, the Office must limit public access to 
the file wrapper of pending published applications to obtaining a 
copy produced by the Office (for a fee) to avoid conferring patent 
term adjustment on the applicant due to actions by members of the 
public. 


Section 4805 of the American Inventors Protection Act of 1999 
provides that the Comptroller General (in consultation with the 
Office) shall conduct a study and submit a report to Congress on 
the potential risks to the United States biotechnology industry 
relating to biological deposits in support of biotechnology patents, 
and that the Office shall consider the recommendations of such 
study in drafting regulations affecting biological deposits (includ- 
ing any modification of § 1.801 et seq.). Therefore, this notice 
does not contain any amendment to § 1.801 et seq. concerning 
the treatment of biological deposits in applications subject to 
eighteen-month publication. 


Section 4732 of the American Inventors Protection Act of 1999 
changed (among other things) the title “Commissioner” to “Direc- 
tor.” The title “Commissioner,” however, is not being changed to 
“Director” where it appears in the rules of practice involved in this 
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final rule because legislation is pending before Congress that (if 
enacted) would restore the former title “Commissioner.” See 
Intellectual Property Technical Amendments Act of 2000, H.R. 
4870, 106th Cong. (2000). 


Discussion of Specific Rules 


Title 37 of the Code of Federal Regulations, Parts 1 and 5, are 
amended as follows: 


Section 1.9: Section 1.9(c) is amended to define a published 
application as used in 37 CFR chapter I to mean an application for 
patent which has been published under 35 U.S.C. 122(b). 


Section 1.11: Section 1.11(a) is amended to include the file of an 
abandoned published application (except if a redacted copy of the 
application was used for the patent application publication) among 
the files that are open to inspection by the public. 


Section 1.12: Section 1.12(a)(1) is amended to include the assign- 
ment records of a published patent application among the patent 
assignment records that are available to the public. Section 1.12(b) 
is amended to provide that the patent assignment records, digests, 
and indexes are available to the public unless they relate to 
pending or abandoned patent applications that have not been 
published under 35 U.S.C. 122(b). 


Section 1.13: Section 1.13 is amended to include patent applica- 
tion publications among the records of the United States Patent 
and Trademark Office that are open to the public, and of which a 
copy (certified or uncertified) will be furnished (upon payment of 
the appropriate fee). 


Section 1.14: Section 1.14(a) is amended to generally maintain the 
confidentiality of applications that have not been published as a 
U.S. patent application publication (see 35 U.S.C. 122(b)) pursu- 
ant to 35 U.S.C. 122(a). Status information is defined to include 
identification of whether the application has been published under 
35 U.S.C. 122(b), as well as whether the application is pending, 
abandoned, or patented, and the application numerical identifier. 


Section 1.14(b) is amended to provide that status information may 
also be supplied when the application is referred to by its 
numerical identifier in a U.S. patent application publication as well 
as a U.S. patent or a published international application. Section 
1.14(b) is also amended to provide that status information may be 
supplied for an application which claims the benefit of the filing 
date of an application for which status information may be 
supplied. As a result, the public will be able to obtain continuity 
data for applications that have been published as a U.S. patent 
application publication or as a U.S. patent. 


Section 1.14(c)(1) provides that a copy of an application-as-filed 
or a file wrapper and contents may be supplied where the 
appropriate fee is paid, and: (1) the application is incorporated by 
reference in a U.S. patent application publication or U.S. patent; or 
(2) the application is relied upon for priority under 35 U.S.C. 
119(e) or 120 in a U.S. patent application publication or U.S. 
patent. 


Section 1.14(c)(2) provides that copies of the file wrapper and 
contents of an application are available to the public when the 
application has been published as a U.S. patent application 
publication. 


Section 1.14(e) is amended to provide public access to an 
abandoned application that is referenced in a U.S. patent applica- 
tion publication, as well as a U.S. patent, or another application 
that is open to public inspection. 


Section 1.14(i) provides for greater access to international appli- 
cation files kept by the Office and applies to applications having an 
international filing date on or after November 29, 2000. Specifi- 
cally, 35 U.S.C. 374 equates the publication under the PCT of an 
international application designating the U.S. to the publication of 
a U.S. application under 35 U.S.C. 122(b). After publication of an 
application under 35 U.S.C. 122(b), the Office will make available 
copies of the application files and also allow for access to those 
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files in accordance with § 1.14(c) and (e), respectively. Therefore, 
after publication of an international application designating the 
U.S. under PCT Article 21, the Office will make available copies 
of, and allow access to, those international application files which 
are kept in the Office (the Home, Search, and Examination Copies) 
to the extent permitted under the PCT. Additionally, § 1.14(i)(2) 
provides that copies of English language translations of interna- 
tional applications, which were published in a non-English lan- 
guage and which designated the U.S., and which have been 
submitted to the Office pursuant to 35 U.S.C. 154(d)(4), will also 
be available to the public. Requests for copies of, or access to, an 
application file under § 1.14(i) must be in the form of a written 
request and must include a showing that the international applica- 
tion has been published and that the U.S. was designated. Such a 
showing should preferably be in the form of the submission of a 
copy of the front page of the published international application. 
Additionally, requests for copies of international application files 
must also be accompanied by the appropriate fee. 


Section 1.14(j) is amended to provide that this section not only 
applies when the Office provides access to or copies of the 
application, but also when the Office provides access to or copies 
of a part of an application. 


Section 1.17: The heading of § 1.17 is amended to include a 
reference to reexamination to clarify that the enumerated fees in 
§ 1.17 may also apply during reexamination proceedings, as well 
as to patent applications. 


Section 1.17(h) is amended to include a petition under § 1.138(c) 
to expressly abandon an application to avoid publication among 
the petitions requiring the fee ($130) set forth in § 1.17(h). 


Section 1.17(i) is amended to include processing a redacted copy 
of a paper submitted in the file of an application in which a 
redacted copy was submitted for the patent application publication 
(§ 1.217), processing a request for voluntary publication or 
republication of an application (§ 1.221), and processing a 
belated submission under § 1.99 (§ 1.99(e)) to the processing 
services requiring the processing fee ($130) set forth in § 1.17(i). 


Sections 1.17(1) and 1.17(m) are amended to set forth the fees for 
filing a petition under § 1.137 for revival of a terminated 
reexamination proceeding (on the basis of unavoidable and unin- 
tentional delay). Section 1.17(1) is amended to reflect that its $110 
petition fee ($55 for a small entity) is required for a petition under 
§ 1.137(a) to revive a terminated reexamination proceeding on 
the basis of an unavoidable failure of the patent owner to timely 
respond. Section 1.17(m) is amended to reflect that its $1,240 
petition fee ($620 for a small entity) is required for a petition under 
§ 1.137(b) to revive a terminated reexamination proceeding on 
the basis of an unintentional failure to timely respond. Note, 
however, that the newly enacted unintentional revival provisions 
of the American Inventors Protection Act of 1999 are not effective 
in any reexamination until November 29, 2000. 


Section 1.17(p) is amended to make its fee ($180) applicable to a 
third-party submission under § 1.99, as well as an information 
disclosure statement under § 1.97(c) or (d). 


Section 1.17(t) is added to set forth the surcharge ($1,240) for 
accepting an unintentionally delayed claim for priority under 35 
U.S.C. 119, 120, 121, or 365(a) or 365(c) (§§ 1.55 and 1.78). 


Section 1.18: Section 1.18(d) is added to specify the publication 
fee ($300). In view of this addition to § 1.18, the heading of § 
1.18 is also amended to refer to “post-allowance (including issue) 
fees” ( instead of only “issue fees”). 


Section 1.19: Section 1.19(a) is amended to provide that its $3 
(regular service), $6 (next business day delivery to Office Box), or 
$25 (expedited delivery by commercial delivery service) fee 
would also be applicable to a request for a copy of the paper 
portion of a patent application publication. The $25 fee set forth in 
§ 1.19(a)(4) would apply to a request for a certified copy of a 
patent application publication. 
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Section 1.24: Section 1.24 is removed and reserved. The practice 
of using coupons to purchase, e.g., patents, statutory invention 
registrations, and trademark registrations, is inefficient compared 
to alternatives such as payment by credit card (especially for 
orders placed via the Internet). Coupons sold by the Office (before 
coupon practice is abolished) may still be used but cannot be 
redeemed. 


Section i.52: Section 1.52(d) is amended to provide for nonpro- 
visional applications and provisional applications filed in a lan- 
guage other than English. The provisions concerning the treatment 
of nonprovisional applications filed in a language other than 
English are revised for clarity, but otherwise remain unchanged 
(§ 1.52(d)(1)). 


Section 1.52(d)(2) provides that if a provisional application is filed 
in a language other than English, an English translation will not be 
required in the provisional application. Section 1.52(d)(2) also 
contains a reference to § 1.78(a) concerning the requirements for 
claiming the benefit of the filing date of such a provisional 
application in a later filed nonprovisional application. 


Section 1.55: Section 1.55 is amended to implement the provisions 


of 35 U.S.C. 119(b) as amended by § 4503(a) of the American 
Inventors Protection Act of 1999, by providing: 


(1) a time period within which a claim for the benefit of a prior 
foreign application must be stated or waived; and (2) provisions 
for the acceptance of an unintentionally delayed submission of a 
claim to the benefit of a prior foreign application. 


Section 1.55(a) is amended to provide that: (1) in an original 
application filed under 35 U.S.C. 111(a) (other than a design 
application), the claim for priority must be presented during the 
pendency of the application, and within the later of four months 
from the actual filing date of the application or sixteen months 
from the filing date of the prior foreign application; (2) in an 
application that entered the national stage from an international 
application after compliance with 35 U.S.C. 371, the claim for 
priority must be made during the pendency of the application and 
within the time limit set forth in the PCT and the Regulations 
under the PCT; and (3) the claim for priority and the certified copy 
of the foreign application specified in 35 U.S.C. 119(b) or PCT 
Rule 17 must, in any event, be filed before the patent is granted. 


Section 1.55(c) provides that any claim for priority under 35 
U.S.C. 119(a)-(d) or 365(a) not presented within the time period 
provided by § 1.55(a) is considered to have been waived. Section 
1.55(c) also provides that if a claim to priority under 35 U.S.C. 
119(a)-(d) or 365(a) is presented after the time period provided by 
§ 1.55(a), the claim may be accepted if the claim identifying the 
prior foreign application by specifying its application number, 
country, and the day, month and year of its filing was unintention- 
ally delayed. Section 1.55(c) also provides that a petition to accept 
a delayed claim for priority under 35 U.S.C. 119(a)-(d) or 365(a) 
must be accompanied by: (1) the surcharge set forth in § 1.17(t); 
and (2) a statement that the entire delay between the date the claim 
was due under § 1.55(a)(1) and the date the claim was filed was 
unintentional, and that the Commissioner may require additional 
information where there is a question whether the delay was 
unintentional. 


Section 1.72: Section 1.72(a) is amended to provide that the title of 
the invention may not exceed 500 characters in length. The title 
character number limitation is necessary to ensure that the title can 
be captured and recorded in the Office’s Patent Application 
Locating and Monitoring (PALM) system. Section 1.72(a) is also 
amended to provide that characters that cannot be captured and 
recorded in the Office’s automated information systems (e.g., 
PALM) may not be reflected in the Office’s records in such 
systems or in documents created by the Office. Thus, if a title 
includes a character (images) that cannot be captured by PALM, 
that title will not appear in the Office’s PALM records for that 
application, and may not be reflected in documents (e.g., a filing 
receipt, patent application publication, or patent) created by the 
Office. 
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Section 1.76: Section 1.76 is amended to provide for the inclusion 
of assignee information in a new § 1.76(b)(7). Section 1.76(b)(7) 
provides that: (1) assignee information includes the name (either 
person or juristic entity) and address of the assignee of the entire 
right, title, and interest in an application; and (3) the inclusion of 
this information on the application data sheet does not substitute 
for compliance with any requirement of 37 CFR part 3 to have an 
assignment recorded by the Office. Providing assignee information 
on the application data sheet is considered a request to include 
such information on the patent application publication, since there 
is no other reason for including such information on the applica- 
tion data sheet. 


Section 1.78: Section 1.78(a) is amended to implement the 
provisions of 35 U.S.C. 119(e) and 120 as amended by § 4503(b) 
of the American Inventors Protection Act of 1999, by providing: 
(1) a time period within which a claim to the benefit of a prior 
nonprovisional or provisional application must be stated or 
waived; and (2) provisions for the acceptance of the unintention- 
ally delayed submission of a claim to the benefit of a prior 
nonprovisional or provisional application. 


Section 1.78(a)(2) is amended to provide that (except for a 
continued prosecution application filed under § 1.53(d)) any 
claim to the benefit of a nonprovisional application or international 
application must be made during the pendency of the application 
and within the later of four months from the actual filing date of 
the application or sixteen months from the filing date of the prior 
application. Section 1.78(a)(2) also provides that the failure to 
timely submit the reference required by 35 U.S.C. 120 and § 
1.78(a)(2) is considered a waiver of any benefit under 35 U.S.C. 
120, 121, or 365(c) to such prior application, but that the time 
period set forth in § 1.78(a)(2) does not apply to an application 
for a design patent. 


Section 1.78(a)(2) also provides that if the application claims the 
benefit of an international application, the first sentence of the 
specification must include an indication of whether the interna- 
tional application was published under PCT Article 21(2) in 
English (regardless of whether benefit to such application is 
claimed in the application data sheet). 


Sections 1.78(a)(3) and 1.78(a)(4) are redesignated as §§ 
1.78(a)(4) and 1.78(a)(5), respectively. 


Section 1.78(a)(3) provides that if the reference required by 35 
U.S.C. 120 and § 1.78(a)(2) is presented in a nonprovisional 
application after the time period provided by § 1.78(a)(2), the 
claim under 35 U.S.C. 120, 121, or 365(c) for the benefit of a prior 
filed copending nonprovisional application or international appli- 
cation designating the United States may be accepted if the 
reference identifying the prior application by application number 
or international application number and international filing date 
was unintentionally delayed. Section 1.78(a)(3) also provides that 
a petition to accept an unintentionally delayed claim under 35 
U.S.C. 120, 121, or 365(c) for the benefit of a prior filed copending 
application must be accompanied by: (1) the surcharge set forth in 
§ 1.17(t): and (2) a statement that the entire delay between the 
date the claim was due under § 1.78(a)(2) and the date the claim 
was filed was unintentional, but the Commissioner may require 
additional information where there is a question whether the delay 
was unintentional. 


Section 1.78(a)(4) is amended to provide that, for a nonprovisional 
application to claim the benefit of a provisional application, the 
provisional application must be entitled to a filing date as set forth 
in § 1.53(c), and the basic filing fee set forth in § 1.16(k) must 

be paid within the time period set forth in § 1.53(g). 


Section 1.78(a)(5) provides that any nonprovisional application 
claiming the benefit of a provisional application filed in a language 
other than English must (in addition to the reference required by 
35 U.S.C. 119(e) and § 1.78(a)(5)) contain an English language 

translation of the non-English language provisional application 
and a statement that the translation is accurate. Section 1.78(a)(5) 
also provides any claim for the benefit of a provisional application 
and English language translation of a non-English language 
provisional application must be submitted during the pendency of 
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the nonprovisional application, and within the later of four months 
from the actual filing date of the nonprovisional application or 
sixteen months from the filing date of the prior provisional 
application. Section 1.78(a)(5) also provides that the failure to 
timely submit the reference and English language translation of a 
non-English language provisional application required by 35 
U.S.C. 119(e) and § 1.78(a)(5) is considered a waiver of any 
benefit under 35 U.S.C. 119(e) to such prior provisional applica- 
tion. 


Section 1.78(a)(6) provides that if the reference or English 
language translation of a non- English language provisional 
application required by 35 U.S.C. 119(e) and § 1.78(a)(5) is 
presented in a nonprovisional application after the time period 
provided by § 1.78(a)(5), the claim under 35 U.S.C. 119(e) for 
the benefit of a prior filed provisional application may be accepted 
during the pendency of the nonprovisional application if the 
reference identifying the prior application by provisional applica- 
tion number and any English language translation of a non-English 
language provisional application were unintentionally delayed. 
Section 1.78(a)(6) also provides that a petition to accept an 
unintentionally delayed claim under 35 U.S.C. 119(e) for the 
benefit of a prior filed provisional application must be accompa- 
nied by: (1) the surcharge set forth in § 1.17(t); and (2) a 
statement that the entire delay between the date the claim was due 
under § 1.78(a)(5) and the date the claim was filed was 
unintentional, but that the Commissioner may require additional 
information where there is a question whether the delay was 
unintentional. 


Section 1.84: Section 1.84(a)(2) is amended to provide that color 
drawings are not permitted in an application, or copy thereof, 
submitted under the Office electronic filing system. Section 
1.84(a)(2) is also amended to provide that any petition to accept 
color drawings must include a black and white photocopy that 
accurately depicts, to the extent possible, the subject matter shown 
in the color drawing. Since § 1.84(b) provides that color 
photographs will be accepted in utility patent applications if the 
conditions for accepting color drawings have been satisfied, the 
provisions and restrictions in amended § 1.84(a)(2) would also 
apply to color photographs. 


Section 1.84(e) is amended to provide that photographs must be 
developed on paper meeting the sheet-size requirements of § 
1.84(f) and the margin requirements of § 1.84(g). 


Section 1.84(j) is amended to refer to the view suitable for the 
front page of the patent application publication and patent, rather 
than the view suitable for the Official Gazette, since the front page 
of the patent (and patent application publication) includes the 
information that is (or would be) included in the Official Gazette, 
and the Office does not plan on creating an Official Gazette for 
patent application publications. Section 1.84(j) is also amended to 
provide that: (1) one of the views should be suitable for inclusion 
on the front page of the patent application publication and patent 
as the illustration of the invention; and (2) applicant may suggest 
a single view (by figure number) for inclusion on the front page of 
the patent application publication and patent. Applicants should 
indicate in the application transmittal letter the figure number of 
the view suggested for inclusion on the front page of the patent 
application publication and patent. The Office, however, is not 
bound by applicant’s suggestion. 


Section 1.85: Section 1.85(a) is amended to provide that a utility 
or plant application will not be placed on the files for examination 
until objections to the drawings have been corrected. As discussed 
above, these objections will concern deficiencies that must be 
corrected for the drawings to be of sufficient quality for use in 
creating a patent application publication. For example, the draw- 
ings must be reproducible and any text in the drawings must be in 
the English language. Since the Office plans to use the copy of the 
application (including the drawings) from its PACR database to 
create the patent application publication, the Office must require 
that new or corrected drawings correcting the objections to the 
drawings be filed before the application is released from OIPE and 
placed on the files for examination. 
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Even if an applicant files the application with a request that the 
application not be published pursuant to 35 U.S.C. 122(b), the 
applicant may rescind that request at any time. See 35 U.S.C. 
122(b)(2)(B)(ii). In addition, at the time the Office is recording a 
copy of the application in its PACR database, the Office is not in 
a position to know whether the applicant will file an electronic 
filing system copy of the application for use in creating the patent 
application publication. Therefore, the Office must be prepared to 
create a patent application publication from its PACR database for 
each application and insist that objections to the drawings be 
corrected in all utility and plant applications before the application 
can be released from OIPE. 


Section 1.85(a) is also amended to provide that (except as provided 
in § 1.215(c)) any patent application publication will not include 
drawings filed after the application has been placed on the files for 
examination. Thus, corrected drawings submitted after the appli- 
cation has been released from OIPE will not be added to the PACR 
database or used to create the patent application publication. 


Section 1.85(a) is also amended to provide that, unless applicant is 
otherwise notified in an Office action, objections to the drawings in 
a utility or plant application will not be held in abeyance, and a 
request to hold objections to the drawings in abeyance will not be 
considered a bona fide attempt to advance the application to final 
action (§ 1.135(c)). That is, if an Office action or notice contains 
an objection to the drawings (and does not expressly permit such 
objection to be held in abeyance) and the applicant’s reply does 
not correct the objection, the applicant will be advised that the 
reply is non-responsive and given the remainder of the period set 
in the original Office action or notice (and not a new period under 
§ 1.135(c)) within which to correct the objection. 


Since design applications are not subject to the eighteen-month 
publication provisions of 35 U.S.C. 122(b), drawings in a design 
application will continue to be admitted for examination if the 
drawings meet the requirements of § 1.84(e), (f), and (g) and are 
suitable for reproduction. 


Section 1.98: Section 1.98(a)(2)(i) is amended to also refer to U.S. 
patent application publications. Section 1.98(b) is amended to 
provide that each U.S. patent application publication listed in an 
information disclosure statement shall be identified by applicant, 
patent application publication number, and publication date. 


Section 1.99: Section 1.99(a) provides that a submission by a 
member of the public of patents or publications relevant to a 
pending published application will be entered in the application 
file if the submission complies with the requirements of § 1.99 
and the application is still pending when the submission and 
application file are brought before the examiner. The entry of such 
a submission does not mean that the patents or printed publications 
contained in the submission will be necessarily considered and 
cited by the examiner. If the examiner considers a patent or printed 
publication contained in the submission to be pertinent in deter- 
mining patentability, the examiner will initial that patent or printed 
publication on the listing of the patents or publications submitted 
for consideration by the Office. Unless, however, a patent or 
publication in a submission under § 1.99 is discussed during 
prosecution, the patent or publication will not be deemed to have 
been “considered” pursuant to the Office’s Portola guidelines. See 
Guidelines for Reexamination of Cases in View of In re Portola 
Packaging, Inc., 110 F.3d 786, 42 USPQ2d 1295 (Fed. Cir. 1997), 
Notice, 64 FR 15346 (Mar. 31, 1999), 1223 Off. Gaz. Pat. Office 
124 (June 22, 1999). 


Section 1.99(b) provides that a submission under § 1.99 must 
identify the application to which it is directed by application 
number and include: (1) the fee set forth in § 1.17(p); (2) a listing 
of the patents or publications submitted for consideration by the 
Office (including the date of publication of each patent or 
publication); (3) a copy of each listed patent or publication in 
written form or at least the pertinent portions; and (4) an English 
language translation of all the necessary and pertinent parts of any 
non-English language patent or publication in written form relied 
upon. 
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Section 1.99(c) provides that a submission under § 1.99 must be 
served upon the applicant in accordance with § 1.248. 


Section 1.99(d) provides that a submission under § 1.99 may not 
include any explanation of the patents or publications, or any other 
information, and that a submission under § 1.99 is limited to ten 
total patents or publications. Section 1.99(d) also provides that the 
Office will dispose of such explanation or information if included 
in a submission under § 1.99. The Office plans to review 
submissions under § 1.99 (e.g., by a Supervisory Patent Exam- 
iner) to determine whether they are limited to patents and 
publications before the submission is placed in the file of the 
application and forwarded to the examiner, and to remove any 
explanations or information (other than patents and publications) 
from the submission before it is placed in the file of the application 
and forwarded to the examiner. 


Section 1.99(e) provides that a submission under § 1.99 must be 
filed within two months from the date of publication of the 
application (§ 1.215(a)), or prior to the mailing of a notice of 
allowance (§ 1.311), whichever is earlier. Section 1.99(e) also 
provides that any submission under § 1.99 not filed within this 
period is permitted only when the patents or publications could not 
have been submitted to the Office earlier, and must also be 
accompanied by the processing fee set forth in § 1.17(i). The 
phrase “publication of the application (§ 1.215(a))” means that 
republication of an application under § 1.211 has no effect on 
(e.g., does not restart) the period specified in § 1.99(e). Section 
1.99(e) also provides that a submission by a member of the public 
to a pending published application that does not comply with the 
requirements of § 1.99 will be returned or discarded. 


Section 1.99(f) provides that the involvement of a member of the 
public in filing a submission under § 1.99 ends with the filing of 
the submission. 


Section 1.103: Section 1.103 is amended to provide for deferred 
examination for up to three years from the earliest filing date for 
which a benefit is claimed under title 35, United States Code, at the 
request of the applicant. The Office previously proposed a “de- 
ferred examination” practice (in addition to the current suspension 
of action practices) to implement the Patent Business Goals. See 
Changes to Implement the Patent Business Goals, Advance Notice 


of Proposed Rulemaking, 63 FR 53498, 53516-17 (Oct. 5, 1998), 
1215 Off. Gaz. Pat. Office 87, 104-05 (Oct. 27, 1998). The Office, 
however, did not proceed with proposing changes to § 1.103 to 

implement a “deferred examination” practice. See Changes to 
Implement the Patent Business Goals, Notice of Proposed Rule- 


Office 15, 18 (Nov. 2, 1999). The Office is now proceeding with 
changes to § 1.103 to implement a “deferred examination” 
practice. 


Section 1.103(d) is added to provide for deferral of examination if 
the applicant requests deferred examination under § 1.103(d) and 
pays the publication fee set forth in § 1.18(d) and the processing 
fee set forth in § 1.17(i). The following conditions must also be 
met: (1) the application must be filed on or after November 29, 
2000 (or be an application for which applicant requests voluntary 
publication), and be an original (i.e., non-reissue) utility or plant 
application filed under § 1.53(b) (i.e., not a continued prosecu- 
tion application under § 1.53(d)) or an application resulting from 
entry of an international application into the national stage after 
compliance with § 1.494 or § 1.495; (2) the applicant must not 
have filed a nonpublication request under § 1.213(a), or have 
filed a request under § 1.213(b) to rescind a previously filed 
nonpublication request; (3) the application must be in condition for 
publication as provided in § 1.211(c); and (4) the Office must not 
have issued either an Office action under 35 U.S.C. 132 or a notice 
of allowance under 35 U.S.C. 151. 


The reasons given for opposition to the October 1998 proposal 
concerning “deferred examination” were that: (1) the “deferred 
examination” of an application under an extended suspension of 
action and the publication of an application under such suspension 
of action would create uncertainty over legal rights; and (2) the 
publication provisions of such a suspension of action procedure 
amount to an eighteen-month publication system that is not 
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authorized by 35 U.S.C. 122. The Office is adopting its deferred 
examination proposal because: (1) since the deferral of examina- 
tion under § 1.103(d) is limited to three years from the earliest 

filing date for which a benefit is claimed under title 35, United 
States Code, there will be no greater uncertainty over legal rights 
than currently exists under reissue or continuing application 
practice; and (2) 35 U.S.C. 122(b) now provides for eighteen- 
month publication of patent applications (with certain exceptions). 


Section 1.104: Section 1.104(a) is amended by eliminating the 
provisions concerning the circumstances under which an examiner 
will consider applications to be copending (§ 1.104(a)(5)). This 
material pertains only to internal instructions to examiners and is 
considered appropriate for inclusion in the MPEP rather than the 
rules of practice. 


Section 1.104(d) is amended to provide that if domestic (U.S.) 
patent application publications are cited by the examiner, their 
publication number, publication date, and the names of the 
applicants will be stated. 


Section 1.130: Section 1.130(a) is amended to refer to published 
applications (as well as patents). Specifically, § 1.130 is also 
applicable to a rejection of a claim in an application or patent 
under reexamination based upon a patent application publication 
in the situation in which the application or patent under reexami- 
nation and the published application are currently owned by the 
same party. 


Section 1.131: Section 1.131(a) is amended to provide that: (1) the 
effective date of a U.S. patent, U.S. patent application publication, 
or international application publication under PCT Article 21(2) is 
the earlier of its publication date or the date that it is effective as 
a reference under 35 U.S.C. 102(e); and (2) prior invention may 
not be established under § 1.131 if the rejection is based upon 
either a U.S. patent or a U.S. patent application publication of a 
pending or patented application to another or others which claims 
the same patentable invention as defined in § 1.601(n). 


Section 1.132: Section 1.132 is revised to provide that when any 
claim of an application or a patent under reexamination is rejected 
or objected to, any evidence submitted to traverse the rejection or 
objection on a basis not otherwise provided for must be by way of 
an oath or declaration under this section. This adopts the long- 
standing policy that any oath or declaration not otherwise provided 
for is considered under § 1.132. See MPEP 716. 


Section 1.132 as adopted does not provide that an oath or 
declaration may not be submitted under § 1.132 to traverse a 
rejection if the rejection is based upon a U.S. patent or a U.S. 
patent application publication of a pending or patented application 
to another or others which claims the same patentable invention as 
defined in § 1.601(n). If an oath or declaration is submitted under 

§ 1.132 to traverse a rejection, and the rejection is based upon a 
U.S. patent or a U.S. patent application publication of a pending or 
patented application to another or others which claims the same 
patentable invention as defined in § 1.601(n), the Office will 
consider on a case-by-case basis whether the oath or declaration 
may be considered sufficient to overcome the rejection, or whether 
the applicant will be required to establish priority of invention 
through an interference proceeding. 


Section 1.137: Section 1.137 is amended to: (1) make its provi- 
sions applicable to the revival of a terminated reexamination 
proceeding; (2) provide for the revival of an application aban- 
doned pursuant to 35 U.S.C. 122(b)(2)(B)(iii) for failure to timely 
notify the Office of the filing of an application in a foreign country 
or under a multinational treaty; and (3) reorganize certain provi- 
sions for clarity. 


Section 1.137 (including its heading) is amended to provide for 
revival of ex parte reexamination proceedings terminated under 
§ 1.550(d), for revival of inter partes reexamination proceedings 
terminated under § 1.957(b), or for revival of rejected claims 
terminated under § 1.957(c) in an inter partes reexamination 
proceeding where further prosecution has been limited to claims 
found allowable at the time of the failure to respond. These 
changes to § 1.137 were discussed in the notice of proposed 
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rulemaking to implement the optional inter partes reexamination 
provisions of the American Inventors Protection Act of 1999. See 
Rules to Implement Optional Inter Partes Reexamination Proceed 


ings, Notice of Proposed Rulemaking, 65 FR 18154 (Apr. 6, 2000), 
1234 Off. Gaz. Pat. Office 93 (May 23, 2000). 


Specifically, § 1.137(a) is amended to include revival of unavoid- 
ably terminated reexamination proceedings. The unavoidable de- 
lay provisions of 35 U.S.C. 133 are imported into and are 
applicable to reexamination proceedings by 35 U.S.C. 305 and 
314. 


See In re Katrapat, 6 USPQ2d 1863 (Comm’r Pats. 1988). Section 
1.137(b) is amended to provide for revival of unintentionally 
terminated reexamination proceedings. The unintentional delay fee 
provisions of 35 U.S.C. 41(a)(7) are imported into and are 
applicable to all reexamination proceedings by § 4605 of the 
American Inventors Protection Act of 1999. Note that these 
changes pertain to all reexaminations (i.e., both ex parte reexami- 
nations filed under § 1.510 and inter partes reexaminations filed 
under § 1.913) and become effective on November 29, 2000 (one 
year after enactment of the American Inventors Protection Act of 
1999). 


The reconsideration provisions of § 1.137 (formerly § 
1.137(d), and § 1.137(e) as adopted) are amended to provide that 
extensions of time for requesting reconsideration of a decision 
dismissing or denying a petition requesting revival of a terminated 
reexamination proceeding under § 1.137(a) or § 1.137(b) must 

be filed under § 1.550(c) for a terminated ex parte reexamination 
proceeding, or under § 1.956 for a terminated inter_partes 
reexamination proceeding. 


Section 1.137(f) provides for the revival of an application aban- 
doned for failure to timely notify the Office of a foreign filing. As 
discussed above, if an applicant makes a request (nonpublication 
request) upon filing with the appropriate certifications, the appli- 
cation will not be published under 35 U.S.C. 122(b)(1). See 35 
U.S.C. 122(b)(2)(B)(i). An applicant who has made a nonpublica- 
tion request but who subsequently files an application directed to 
the invention disclosed in the application filed in the Office in a 
foreign country, or under a multilateral international agreement, 
that requires eighteen- month publication, must notify the Office of 
such filing within forty-five days after the date of such filing, with 
the failure to timely provide such a notice to the Office resulting in 
abandonment of the application. See 35 U.S.C. 122(b)(2)(B)(iii). 
35 U.S.C. 122(b)(2)(B)(iii), however, also provides that an appli- 
cation abandoned as a result of the failure to timely provide such 
a notice to the Office is subject to revival if the “delay in 
submitting the notice was unintentional.” See id. 


35 U.S.C. 122(b)(2)(B (iii) provides for revival only on the basis 
of unintentional delay, and not on the basis of unavoidable delay. 
Compare 35 U.S.C. 122(b)(2)(B)(iii) (“delay . . . was uninten- 
tional”) with 35 U.S.C. 111(a)(4) (“delay . . . was unavoidable or 
unintentional”). Therefore, § 1.137(f) provides that a nonprovi- 
sional application abandoned pursuant to 35 U.S.C. 
122(b)(2)(B)(iii) for failure to timely notify the Office of the filing 
of an application in a foreign country or under a multinational 
treaty that requires eighteen-month publication may be revived 
only pursuant to § 1.137(b). Section 1.137(f) also provides that 
the reply requirement of § 1.137(c) is met by the notification of 
such filing in a foreign country or under a multinational treaty, but 
the filing of a petition under § 1.137 will not operate to stay any 
period for reply that may be running against the application. Since 
the Office cannot ascertain whether an application is abandoned 
under 35 U.S.C. 122(b)(2)(B)(iii), the Office may continue to 
process and examine the application until the applicant notifies the 
Office that the application is abandoned. Therefore, § 1.137(f) 
provides that the filing of a petition under § 1.137 to revive such 
an application will not operate to stay any period for reply that 
may be running against the application. 


Section 1.137 is also amended to locate the “reply requirement” 
provisions in § 1.137(c), rather than include duplicative provi- 
sions concerning the reply requirement in each of § 1.137(a) and 
(b). Thus, the terminal disclaimer provisions of § 1.137(c), 
reconsideration provisions of § 1.137(d), and provisional appli- 
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cation provisions of § 1.137(e) are moved to § 1.137(d), § 
1.137(e), and § 1.137(g), respectively. In addition, § 1.137(c) also 
provides that in an application abandoned for failure to pay the 
publication fee, the required reply must include payment of the 
publication fee. Thus, even if an application abandoned for failure 
to pay the publication fee is being revived solely for purposes of 
continuity with a continuing application, the petition to revive 
under § 1.137 must include payment of the publication fee 
(unless previously submitted). 


Section 1.137 is also amended to take into account the provisions 
of 35 U.S.C. 119(e)(3), which extend the pendency of a provi- 
sional application to the next succeeding secular or business day if 
the day that is twelve months after the filing date of the provisional 
application falls on a Saturday, Sunday, or Federal holiday within 
the District of Columbia. 


Section 1.138: Section |.138(a) is amended to add “or publication” 
to clarify that a letter of express abandonment may not be 
recognized by the Office unless it is actually received by appro- 
priate officials in time to act before the date of publication. 


Section 1.138(c) is added to provide for a petition for express 
abandonment to avoid publication. Section 1.138(c) provides that 
an applicant seeking to abandon an application to avoid publica- 
tion of the application (see § 1.211(a)(1)) must submit a declara- 
tion of express abandonment by way of a petition including the fee 
set forth in § 1.17(h) in sufficient time to permit the appropriate 
officials to recognize the abandonment and remove the application 
from the publication process. The petition will be granted when it 
is recognized in sufficient time to avoid publication of application 
information and will be denied when it is not recognized in 
sufficient time to avoid publication of application information. 
This will avert the situation in which an applicant files a letter of 
express abandonment to avoid publication, the letter of express 
abandonment is not recognized in sufficient time to avoid publi- 
cation, upon publication the applicant wishes to rescind the letter 
of express abandonment, and the Office cannot revive the appli- 
cation (once the letter of express abandonment is recognized) 
because the application was expressly and intentionally abandoned 
by the applicant. 


As discussed above, the publication process is a fourteen-week 
process, and the applicant should expect that the petition will not 
be granted and the application will be published in regular course 
unless such declaration of express abandonment and petition are 
received by the appropriate officials more than four weeks prior to 
the projected date of publication. 


Section 1.165: Section 1.165(b) is amended to provide that if plant 
application drawings include a color drawing or photograph, a 
black and white photocopy that accurately depicts, to the extent 
possible, the subject matter shown in the color drawing or 
photograph must be submitted. 


Section 1.211: Sections 1.211, 1.213, 1.215, 1.217, 1.219, and 
1.221 are added to provide for the pre-grant publication of 
applications under 35 U.S.C. 122(b). 


Section 1.211(a) provides that (with certain exceptions) each U.S. 
national application for patent filed in the Office under 35 U.S.C. 
111(a) and each international application in compliance with 35 
U.S.C. 371 will be published promptly after the expiration of a 
period of eighteen months from the earliest filing date for which a 
benefit is sought under title 35, United States Code. 


Section 1.211(a)(1) provides that the Office will not publish 
applications that are recognized as no longer pending. The phrase 
“recognized by the Office as no longer pending” covers the 
situation in which the period for reply (either the shortened 
statutory period or the maximum extendable period for reply) to an 
Office action has expired, but the Office has not yet entered the 
change of status (to abandoned) of the application in the PALM 
system and mailed a notice of abandonment. An application will 
remain in the publication process until the PALM system indicates 
that the application is abandoned. Obviously, once the PALM 
system indicates that an application is abandoned, the Office will 
attempt to remove the application from the publication process and 
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avoid dissemination of application information. How much dis- 
semination of application information can be avoided depends 
upon how close it is to the publication date when the Office 
recognizes the application as abandoned. Unless an applicant has 
received a notice of abandonment, an applicant who wants to 
abandon the application to avoid publication must file a petition 
under § 1.138(c) to expressly abandon the application and avoid 
publication. An applicant permitting an application to become 
abandoned (for failure to reply to an Office action) to avoid 
publication by passively waiting for the Office to recognize that the 
application has become abandoned must bear the risk that the 
Office will not recognize that the application has become aban- 
doned and change the status of the application in the PALM system 
in sufficient time to avoid publication. 


Section 1.211(a)(2) provides that the Office will not publish 
applications that are national security classified (see § 5.2(c)), 
subject to a secrecy order under 35 U.S.C. 181, or under national 
security review. 


Section 1.211(a)(3) provides that the Office will not publish 
applications that have issued as patents in sufficient time to be 
removed from the publication process. If the pre-grant publication 
process coincides with the patent issue process, the Office will 
continue with the pre-grant publication process until a patent 
actually issues. This is because there are many instances in which 
the Office mails a notice of allowance (§ 1.311) in an application 
but the application does not issue as a patent in regular course 
(abandonment due to failure to pay the issue fee, or withdrawal 
from issue either sua sponte by the Office or on petition of the 
applicant). Therefore, the Office will not discontinue the pre-grant 
publication process until a patent has actually issued. Since the 
Office cannot discontinue the pre-grant publication process during 
the last two weeks of the publication process, this will result in a 
few applications being issued as patents and subsequently being 
published as patent application publications. The Office will 
refund the publication fee (if paid) if the application is not 
published as a patent application publication, but will not refund 
the publication fee if the application is published as a patent 
application publication, even if it is published after the patent 
issues. 


Section 1.211(a)(4) also provides that the Office will not publish 
applications that were filed with a nonpublication request in 
compliance with § 1.213(a). 


Section 1.211(b) provides that provisional applications under 35 
U.S.C. 111(b) shall not be published. Section 1.211(b) also 
provides that design applications under 35 U.S.C. chapter 16 and 
reissue applications under 35 U.S.C. chapter 25 shall not be 
published under § 1.211. Provisional applications under 35 
U.S.C. 111(b) and design applications under 35 U.S.C. chapter 16 
are excluded from the pre-grant publication provisions of 35 
U.S.C. 122(b). See 35 U.S.C. 122(b)(2)(A)(iii) and (iv). Reissue 
applications under 35 U.S.C. chapter 25 are not maintained in 
confidence under 35 U.S.C. 122(a). See § 1.11(b). 


Section 1.211(c) provides that the Office will not publish an 
application filed under 35 U.S.C. 111(a) until it includes the basic 
filing fee, an English translation if in a language other than 
English, and an executed oath or declaration. Section 1.211(c) also 
provides that publishing may be delayed until the application 
includes a specification having papers in compliance with § 1.52 
and an abstract (§ 1.72(b)), drawings in compliance with § 1.84, 
and a sequence listing in compliance with §§ 1.821 through 1.825 
(if applicable), and until any petition under § 1.47 is granted. That 
is, if an application does not contain the application content on 
papers or drawings of sufficient quality to create a patent applica- 
tion publication by eighteen months from its earliest claimed filing 
date, the Office will publish the application as soon as practical 
after these deficiencies are corrected. 


Section 1.211(d) provides that the Office may refuse to publish an 
application, or to include a portion of an application in the patent 
application publication (§ 1.215), if publication of the applica- 

tion or portion thereof would violate Federal or state law, or if the 
application or portion thereof contains offensive or disparaging 
material. A similar provision exists in PCT practice, in that the 
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International Bureau (IB) may omit expressions or drawings in an 
international application from its publications if the expressions or 
drawings are contrary to morality or public order, or contain 
disparaging statements. See PCT Article 21(6) and Rule 9. 


Section 1.211(e) provides that the publication fee set forth in § 
1.18(d) must be paid in each application published under this 
section before the patent will be granted, but does not require that 
the publication fee be paid prior to publication. If an application is 
subject to publication under this section, the sum specified in the 
notice of allowance under § 1.311 will also include the publica- 
tion fee which must be paid within three months from the date of 
mailing of the notice of allowance to avoid abandonment of the 
application. This three-month period is not extendable. If the 
application is not published under this section, the publication fee 
(if paid) will be refunded. 


Section 1.213: Section 1.213 implements the provisions of 35 
U.S.C. 122(b)(2)(B)(i)-(iii). An applicant may request that the 
application not be published under 35 U.S.C. 122(b) and § 1.211 
if the invention disclosed in an application has not been and will 
not be the subject of an application filed in another country, or 
under a multilateral international agreement, that requires publi- 
cation of applications eighteen months after filing. Section 
1.213(a) requires that a request that an application not be published 
under 35 U.S.C. 122(b) (nonpublication request) must: (1) be 
submitted with the application upon filing; (2) state in a conspicu- 
ous manner that the application is not to be published under 35 
U.S.C. 122(b); (3) contain a certification that the invention 
disclosed in the application has not been and will not be the subject 
of an application filed in another country, or under a multilateral 
agreement, that requires publication at eighteen months after 
filing; and (4) be signed in compliance with § 1.33(b). The 
requirement that a nonpublication request be submitted “upon 
filing” is a requirement of statute (35 U.S.C. 122(b)(2)(B)(i)), and, 
as such, the Office must deny any petition requesting a waiver of 
this provision of § 1.213(a). 


Section 1.213(b) provides that the applicant may rescind a non- 
publication request at any time. See 35 U.S.C. 122(b)(2)(B)(ii). 
Section 1.213(b) also provides that a request to rescind a nonpub- 
lication request under § 1.213(a) must: (1) identify the applica- 
tion to which it is directed (§ 1.5); (2) state in a conspicuous 
manner that the request that the application is not to be published 
under 35 U.S.C. 122(b) is rescinded; and (3) be signed in 
compliance with § 1.33(b). Once a request under § 1.213(b) to 
rescind a nonpublication request is filed and processed by the 
Office, the application will be scheduled for publication in accor- 
dance with § 1.211(a). 


Section 1.213(c) reiterates the provisions of 35 U.S.C. 
122(b)(2)(B)(iii). Section 1.213(c) specifically states that if an 
applicant who has submitted a nonpublication request under § 

1.213(a) subsequently files an application directed to the invention 
disclosed in the application in which the nonpublication request 
was submitted in another country, or under a multilateral interna- 
tional agreement, that requires publication of applications eighteen 
months after filing, the applicant must notify the Office of such 
filing within forty-five days after the date of the filing of such 
foreign or international application. The failure to timely notify the 
Office of the filing of such foreign or international application shall 
result in abandonment of the application in which the nonpubli- 
cation request was submitted. See 35 U.S.C. 122(b)(2)(B)(iii). 


Section 1.215: Section 1.215(a) indicates that the publication of an 
application under 35 U.S.C. 122(b) shall include a patent applica- 
tion publication. The Office will not mail a paper copy of the patent 
application publication to the applicant, but will mail a notice to 
the applicant indicating that the application has been published. 


Section 1.215(a) also provides that the date of publication shall be 
indicated on the patent application publication. 


Section 1.215(a) also provides that (except as discussed below in 
§ 1.215(c)) the patent application publication will be based upon 

the application papers deposited on the filing date of the applica- 
tion, except for preliminary amendments, as well as the executed 
oath or declaration submitted to complete the application, and any 
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application papers or drawings submitted in reply to a preexami- 
nation notice requiring a title and abstract in compliance with § 
1.72, application papers in compliance with § 1.52, drawings in 
compliance with § 1.84, or a sequence listing in compliance with 
§§ 1.821 through 1.825. 


That is, the patent application publication will not reflect the 
application as it was amended during the examination process, but 
will only reflect the application as recorded in the Office’s PACR 
database. 


Section 1.215(b) provides a mechanism by which applicants may 
have assignee information (the name and address of the assignee 
of the entire right, title, and interest in an application) included on 
the patent application publication. To have assignee information 
included on the patent application publication, the applicant must 
include the assignee information on the application transmittal 
sheet or the application data sheet under § 1.76. Providing 
assignee information on the application transmittal sheet or the 
application data sheet will be treated as an indication that the 
assignee information is being provided for inclusion on the patent 
application publication. Providing assignee information on the 
application transmittal sheet or the application data sheet does not 
substitute for compliance with any requirement of 37 CFR part 3 
to have an assignment recorded by the Office. 


If applicant wants to submit assignee information for inclusion on 
the patent application publication after filing (i.e., after the 
application transmittal sheet or the application data sheet has been 
filed), applicant must file a supplemental application data sheet 
(§ 1.76) containing the assignee information. This applies to 
changes to previously submitted assignee information, as well as 
assignee information being provided for the first time. Neverthe- 
less, assignee information may not be included on the patent 
application publication unless this information is provided on the 
application transmittal sheet or application data sheet included 
with the application on filing. 


Section 1.215(c) provides a mechanism by which applicants may 
have the patent application publication reflect the application as 
amended during the examination process (rather than the applica- 
tion information as recorded in the Office’s PACR database). 
Section 1.215(c) provides that the Office will use an applicant- 
supplied copy of the application (specification, drawings, and oath 
or declaration), provided that: (1) the copy is in compliance with 
the Office electronic filing system (EFS) requirements; and (2) the 
EFS copy is filed within one month of the actual filing date of the 
application or fourteen months of the earliest filing date for which 
a benefit is sought, whichever is later. 


The fourteen-month period differs from the sixteen-month period 
provided in § 1.217 for submitting a redacted copy of an 
application because the sixteen-month period provided in § 
1.217 is not based upon the fourteen-week publication cycle but is 
provided for by statute (35 U.S.C. 122(b)(2)(B)(v)). 


Section 1.215(d) provides that if the copy of the application does 
not comply with the Office EFS requirements, the Office will 
publish the application based upon the application records in the 
Office’s PACR database (as provided in § 1.215(a)). If, however, 
the Office has not started the publication process, the Office may 
use an untimely filed copy of the application supplied by the 
applicant under § 1.215(c) in creating the patent application 
publication. 


Section 1.217: Section 1.217(a) implements the provisions of 35 
U.S.C. 122(b)(2)(B)(v), and provides that if an applicant has filed 
applications in one or more foreign countries, directly or through 
a multilateral international agreement, and such foreign-filed 
applications or the description of the invention in such foreign- 
filed applications is less extensive than the application or descrip- 
tion of the invention in the application filed in the Office, the 
applicant may submit a redacted copy of the application filed in the 
Office for publication, eliminating any part or description of the 
invention that is not also contained in any of the corresponding 
applications filed in a foreign country. Section 1.217(a) also 
provides that the Office will publish the application as provided in 
§ 1.215(a) unless the applicant files a redacted copy of the 
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application in compliance with § 1.217 within sixteen months 
after the earliest filing date for which a benefit is sought under title 
35, United States Code. This sixteen-month period is provided by 
statute (35 U.S.C. 122(b)(2)(B)(v)), and as such, requests for 
waiver of this sixteen-month period will be denied. 


As discussed above, this sixteen-month period provided in 
1.217 differs from the fourteen-month period provided in 
1.215(c) because the sixteen-month period provided in § 1.217 is 
not based upon the fourteen-week publication cycle but is pro- 
vided for by statute (35 U.S.C. 122(b)(2)(B)(v)). If a redacted copy 
of an application is submitted in compliance with § 1.217 but 
later than four months prior to the projected publication date, the 
Office will be required to reprocess the patent application publi- 
cation (for which assembly will have already started) using the 
redacted copy of the application provided by applicant. 


§ 
§ 


Section |.217(b) provides that the redacted copy of the application 
must be submitted in compliance with the Office EFS require- 
ments. Section 1.217(b) also provides that the title of the invention 
in the redacted copy of the application must correspond to the title 
of the application at the time the redacted copy of the application 
is submitted to the Office 

The Office uses the title of the invention (among other informa- 
tion) as provided in an EFS copy of an application to confirm the 
identity of the application for which the EFS copy is submitted. 
Thus, if a portion of the title has been redacted such that the title 
(as redacted) in the EFS copy of the application is different from 
the title of the invention for the application as shown in PALM, it 
will appear that the redacted EFS copy of the application incor- 
rectly identifies the application for which the redacted EFS copy is 
submitted. If an applicant wants to redact a portion of the title, the 
applicant must first submit an amendment to the title of the 
invention such that it will correspond to the title as redacted. 
Section 1.217(b) also provides that if the redacted copy of the 
application does not comply with the Office EFS requirements, the 
Office will publish the application based upon the unredacted 
records in the Office’s PACR database. 


Section |.217(c) provides that the applicant must also concurrently 
submit in paper (§ 1.52(a)) to be filed in the application: (1) a 

certified copy of each foreign-filed application that corresponds to 
the application for which a redacted copy is submitted; (2) a 
translation of each such foreign-filed application that is in a 
language other than English, and a statement that the translation is 
accurate; (3) a marked-up copy of the application showing the 
redactions in brackets; and (4) a certification that the redacted copy 
of the application eliminates only the part or description of the 
invention that is not contained in any application filed in a foreign 
country, directly or through a multilateral international agreement, 
that corresponds to the application filed in the Office. The 
provisions of § 1.217(c) are designed to ensure that any patent 

application publication based upon a redacted copy of an applica- 
tion contains the parts and description of the invention contained 
in any of the corresponding applications filed in a foreign country. 


Section 1.217(d) provides a mechanism for obtaining an appropri- 
ately redacted copy of the application contents to provide to 
members of the public requesting a copy of the file wrapper and 
contents of the application. Section 1.217(d) provides that the 
Office will provide a complete unredacted copy of the file wrapper 
and contents of an application for which a redacted copy was 
submitted under § 1.217 (upon payment of a fee) unless the 
applicant complies with the requirements of § 1.217(d). Since 
the processing required to provide redacted copies of the applica- 
tion content is the result of an applicant choosing to submit a 
redacted copy under § 1.217, it is appropriate to require the 
applicant to timely provide appropriate redacted copies of Office 
correspondence and applicant submissions, and to pay a process- 
ing fee for the special handling required for these papers, should 
the applicant wish to maintain the redacted portions of the 
application in confidence prior to the grant of a patent. 


Section 1.217(d)(1) provides that the applicant must accompany 
the submission required by § 1.217(c) with: (1) a copy of any 

Office correspondence previously received by applicant including 
any desired redactions, and a second copy of all Office correspon- 
dence previously received by applicant showing the redacted 
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material in brackets; and (2) a copy of each submission previously 
filed by the applicant including any desired redactions, and a 
second copy of each submission previously filed by the applicant 
showing the redacted material in brackets. Section 1.217(d)(2) 
provides that the applicant must also: (1) within one month of the 
date of mailing of any correspondence from the Office, file a copy 
of such Office correspondence including any desired redactions, 
and a second copy of such Office correspondence showing the 
redacted material in brackets; and (2) with each submission by the 
applicant, include a copy of such submission including any desired 
redactions, and a second copy of such submission showing the 
redacted material in brackets. Section 1.217(d)(3) provides that 
each submission under § 1.217(d)(1) or § 1.217(d)(2) must 
also be accompanied by the processing fee set forth in § 1.17(i) 
and a certification that the redactions are limited to the elimination 
of material that is relevant only to the part or description of the 
invention that is not contained in the redacted copy of the 
application submitted for publication. If the applicant fails to 
comply with these requirements, the Office will provide a com- 
plete unredacted copy of the file wrapper and contents of the 
application to any member of the public (upon payment of a fee). 


Section 1.217(e) provides that the certificate of mailing or trans- 
mission procedures set forth in provisions of § 1.8 do not apply 
to the time periods set forth in § 1.217. 


Section 1.219: Section 1.219 implements the provisions of 35 
U.S.C. 122(b)(1) that authorize (but do not require) the Office to 
publish earlier than at the eighteen-month period set forth in 35 
U.S.C. 122(b)(1) at the request of the applicant. Section 1.219 
provides that any request for early publication must be accompa- 
nied by the publication fee set forth in § 1.18(d). Section 1.219 
provides that if the applicant does not submit a copy of the 
application in compliance with the Office EFS requirements, the 
Office will publish the application based upon the application 
records in the Office’s PACR database (as provided in § 
1.215(a)). Section 1.219 also provides that no consideration will be 
given to requests for publication on a certain date (which includes 
a request that certain applications be published on the same date), 
and such requests will be treated as a request for publication as 
soon as possible. 


Section 1.221: Section 1.221 provides for voluntary publication of 
applications filed before, but pending on, November 29, 2000, and 
for requests for republication of applications previously published 
under § 1.211. Applicants may request republication of an 
application under § 1.221 to obtain a patent application publi- 
cation that: (1) corrects immaterial errors or errors not the result of 
Office mistake: or (2) reflects the application as amended during 
prosecution of the application. 


Section 1.221(a) provides that a request for voluntary publication 
or republication must include a copy of the application in 
compliance with the Office EFS requirements and be accompanied 
by the publication fee set forth in § 1.18(d) and the processing 
fee set forth in § 1.17(i). 


Voluntary publication or republication of applications is not 
mandated by 35 U.S.C. 122(b)(1). Thus, if a request for voluntary 
publication or republication does not comply with the require- 
ments of § 1.221, or the copy of the application does not comply 
with the Office EFS requirements, the Office will not publish the 
application based upon the application records in the Office’s 
PACR database (as provided in § 1.215(a)). Rather, the Office 
will simply not publish the application and will refund the 
publication fee (but not the processing fee). 


Section 1.221(b) provides that the Office will grant a request for a 
corrected or revised patent application publication other than as 
provided in § 1.221(a) only when the Office makes a material 

mistake which is apparent from Office records. The phrase 
“material mistake” means a mistake that affects the public’s ability 
to appreciate the technical disclosure of the patent application 
publication or determine the scope of the provisional rights that an 
applicant may seek to enforce upon issuance of a patent (e.g., error 
in the claims, serious error in a portion of the written description 
or drawings that is necessary to support the claims). The Office 
will permit applicants to review the bibliographic information 
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contained in the Office’s PALM database via its PAIR system. 
Therefore, applicants are expected to review that information and 
bring errors to the Office’s attention at least fourteen weeks before 
the projected date of publication. Section 1.221(b) also provides 
that any request for a corrected or revised patent application 
publication other than as provided in § 1.221(a) must be filed 
within two months from the date of the patent application 
publication, and that this period is not extendable. 


Section 1.291: Section 1.291(a)(1) implements the provisions of 
35 U.S.C. 122(c), which specify that the Office shall establish 
appropriate procedures to ensure that no protest or other form of 
pre-issuance opposition to the grant of a patent may be initiated 
after publication of the application without the applicant’s express 
written consent. Section 1.291 is amended to provide that a protest 
must be submitted prior to the date the application was published 
or the mailing of a notice of allowance under § 1.311, whichever 
occurs first. 


Section 1.292: Section 1.292(b)(3) is amended to require that any 
petition to institute a public use proceeding be submitted prior to 
the date the application was published or mailing of a notice of 
allowance under § 1.311, whichever occurs first. 


Section 1.311: Section 1.311(a) is amended to provide that the sum 
specified in the notice of allowance may (in addition to the issue 
fee) also include the publication fee, in which case the issue fee 
and publication fee (§ 1.211(f)) must both be paid within three 
months from the date of mailing of the notice of allowance to 
avoid abandonment of the application. Section 1.311(a) is also 
amended to provide that this three-month period is not extendable. 
Section 1.311(b) is amended to provide that an authorization to 
charge any of the post-allowance fees set forth in § 1.18 to a 
deposit account may be filed in an individual application only after 
mailing of the notice of allowance. 


Section 1.417: Section 1.417 is added to provide for the submis- 
sion of international publications or English language translations 
of international applications pursuant to 35 U.S.C. 154(d)(4). This 
section sets forth the requirements for the filing of an English 
language international publication or translation of an international 
application in order to ensure proper handling by the Office. 
Section 1.417 provides that such a submission must clearly 
identify the international application to which it pertains under § 
1.5(a), and unless it is being submitted pursuant to § 1.494 or § 
1.495, must be clearly identified as a submission pursuant to 35 
U.S.C. 154(d)(4). Failure to properly identify such submissions 
will result in the English language international publication or 
translation of the international application being processed as the 
filing of a national application under 35 U.S.C. 111(a). Addition- 
ally, failure to properly identify the international publication or 
translation as a submission under 35 U.S.C. 154(d)(4) may cause 
the Office to be unable to properly track or retrieve the interna- 
tional publication or translation in relation to its international 
application number. Section 1.417 also provides that such submis- 
sions should be marked “Box PCT.” 


The submission of an international publication or translation of an 
international application for the purposes of national stage entry in 
accordance with § 1.494 or § 1.495 may also be relied upon as 

the submission for the purposes of 35 U.S.C. 154(d)(4). Likewise, 
an earlier filed international publication or translation (submitted 
for the purposes of 35 U.S.C. 154(d)(4) and properly identified as 
such) may also be relied upon for the purpose of satisfying the 
requirement of 35 U.S.C. 371(c)(2). If applicant intends to rely on 
such an earlier filed international publication or translation, the 
submission of documents under § 1.494(f) and § 1.495(g) 

should include an indication that the international publication or 
translation has been previously submitted for the purposes of 35 
U.S.C. 154(d)(4) to avoid the mailing of either a Notice of 
Abandonment (PCT/DO/EO/909) indicating that a copy of the 
international application was not timely filed, or a Notice of 
Missing Requirements (PCT/DO/EO/905) indicating that a trans- 
lation of the international application is required. While (as 
discussed above) applicants may rely on an earlier filed interna- 
tional publication or translation for the purposes of national stage 
entry and processing, the Office strongly recommends that a 
second copy of the international publication or translation be 
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included with the initial national stage papers in order to ensure the 
integrity of the first submitted international publication or trans- 
lation. Otherwise, processing of the national stage application may 
result in the alteration of the originally filed international publica- 
tion or translation through, e.g., the entry of amendments. 


Section 1.494: Section 1.494(f) is amended to exempt a copy of 
the international publication or translation of the international 
application identified as provided in § 1.417 from the documents 
that must be clearly identified as a submission to enter the national 
stage under 35 U.S.C. 371 to avoid being considered a submission 
under 35 U.S.C. 111(a). 


Section 1.495: Section 1.495(g) is amended to exempt a copy of 
the international publication or translation of the international 
application identified as provided in § 1.417 from the documents 
that must be clearly identified as a submission to enter the national 
stage under 35 U.S.C. 371 to avoid being considered a submission 
under 35 U.S.C. 111(a). 


Part 5: 


Section 5.1: Section 5.1(e) is amended to implement the provisions 
of 35 U.S.C. 122(d), which specify that the application will not be 
published under 35 U.S.C. 122(b)(1) if publication or disclosure of 
the application would be detrimental to national security. Section 
5.1(e) provides that an application under national security review 
will not be published at least until six months from its filing date 
or three months from the date the application was referred to a 
defense agency, whichever is later. These are the current national 
security review screening time frames for foreign filing license 
purposes. Section 5.1(e) also provides that a national security 
classified patent application will not be published under § 1.211 
of this chapter or allowed under § 1.311 of this chapter until the 
application is declassified and any secrecy order under § 5.2(a) 
has been rescinded. 


Response to comments: The Office received twenty-one written 
comments (from Intellectual Property Organizations, Businesses, 
Law Firms, Patent Practitioners, and others) in response to the 
notice of proposed rulemaking. Comments generally in support of 
a change are not discussed. The comments and the Office’s 
responses to the remaining comments follow: 


Comment |: One comment questioned whether the Office will 
withdraw its reservation under PCT Article 64(3), which provides 
for no publication of an international application at eighteen 
months if only the United States is designated. The comment also 
questioned whether the Office will revise its declaration under PCT 
Article 64(4)(c) in view of the amendment to 35 U.S.C. 102(e). 


Response: The Office’s reservation under PCT Article 64(3) and 
declaration under PCT Article 64(4)(c) are not germane to the 
proposed changes to the rules of practice to implement the 
eighteen-month publication provisions of the American Inventors 
Protection Act of 1999. The Office will make the appropriate 
revisions to its reservation under PCT Article 64(3) and declaration 
under PCT Article 64(4)(c) in due course. 


Comment 2: One comment questioned whether a published 
English language international application designating the United 
States is considered a published application under § 1.9(b). 


Response: An English language international application designat- 
ing the United States and published under PCT Article 21(2) is not 
an application for patent which has been published under 35 
U.S.C. 122(b). Thus, a published English language international 
application designating the United States is not considered a 
published application for purposes of § 1.9(b). 


Comment 3: One comment suggested that the Office should not 
provide copies of the file wrapper and contents of published 
applications because 35 U.S.C. 122(b) allows for publishing an 
application, but not disclosing the entire content of an application 
file. 
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Response: 35 U.S.C. 122(b) provides that “[nJo information 
concerning published patent applications shall be made available 
to the public except as the Director determines,” and that “[nJot- 
withstanding any other provision of law, a determination by the 
Director to release or not to release information concerning a 
published patent application shall be final and nonreviewable.” See 
35 U.S.C. 122(b)(1)(B) and (C). Therefore, the Office has the 
authority to disclose, or refuse to disclose, information contained 
in the file wrapper contents of a published application as the Office 
deems appropriate. 


Comment 4: Several comments suggested that the Office should 
not provide copies of the file wrapper and contents of pending 
applications at all or until such time as the Office can produce such 
a copy from an electronic copy (rather than the physical applica- 
tion file). The comments argue that removing the application file 
wrapper for copying will result in disruption of the examination 
process and the loss or corruption of a number of application files. 


Response: The Office is cognizant of the fact that providing copies 
of the file wrapper and contents of a pending published application 
to any member of the public on request (and payment of a fee) has 
the potential to disrupt the examination process or result in 
corruption of the application file. If fulfilling copy orders for the 
file wrapper and contents of pending published applications proves 
to be unmanageable, the Office will revise § 1.14 to require a 
member of the public requesting a copy of the file wrapper and 
contents of a pending published application to show cause to 
obtain such a copy. 


Comment 5: One comment suggested that § 1.14(b)(2) should be 
limited to those international applications that designate the United 
States. 


Response: The suggested revision has not been adopted. For some 
time, the Office has revealed status information for any U.S. 
application identified in any published patent document, regardless 
of whether the document is a foreign patent (e.g., a Japanese patent 
or a German patent) or an international application. The only 
change intended by § 1.14(b)(2) is to make the meaning of 
“published patent document” more clear by adding the parentheti- 
cal expression “e.g., a U.S. patent, a U.S. patent application 
publication, or an international application publication.” 


Comment 6: One comment contained a number of suggestions and 
questions on § 1.14(i): (1) PCT Article 38 does not give the 
Office the authority to provide access to the examination and 
search files of a PCT application as provided in § 1.14(i)(1); (2) 
how the public would know that an English translation has been 
filed (§ 1.14(i)(2)); (3) whether § 1.14(1)(3) requires that the 
applicant have entered the national stage under 35 U.S.C. 371 (and 
what file would be available if no United States file wrapper has 
been prepared); and (4) § 1.14(i)(5) appears to be in conflict with 

§ 1.14(i)(1)Gii). 


Response: Article 38 prohibits direct access to the examination file 
of an international application by a third party. Section 1.14(i)(1) 
concerns the situation in which the United States acted as the 
International Preliminary Examining Authority (IPEA), the United 
States was elected, and the International Preliminary Examination 
Report (IPER) has issued. PCT Rule 94 provides authority for the 
Office to provide copies in these situations. PCT Rule 94.2 
provides that after issuance of the IPER, the IPEA shall provide 
copies of the examination file (or any part thereof) to the elected 
offices upon request, and Rule 94.3 allows the elected offices to 
provide access to any document in its files. Therefore, upon receipt 
of a request under § 1.14(i)(1) by a third party for a copy of an 
examination file in an international application that satisfies the 
requirements of § 1.14(i)(1)(iii), the United States Elected Office 
will request that the United States IPEA make a copy of its 
examination file, and the United States Elected Office will then 
provide a copy of such file to the requesting party. 


The Office will not provide general notification to the public of the 
filing of translations under 35 U.S.C. 154. Under 35 U.S.C. 154, it 
is the responsibility of the applicant to notify any possible 
infringers for the purpose of obtaining provisional rights. 
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Section 1.14(i)(3) does not require that the applicant have entered 
the national stage under 35 U.S.C. 371. Section 1.14(i)(3) concerns 
access to international application home and search files (access to 
the examination files being prohibited by § 1.14(i)(5)). 


Sections 1.14(i)(1)(iii) and 1.14(i)(5) are not in conflict. Section 
1.14(i)(1)(iii) concerns the situations in which the United States 
acted as the International Preliminary Examining Authority 
(IPEA), the United States was elected, and the International 
Preliminary Examination Report (IPER) has issued (as discussed 
above). Section § 1.14(i)(5) concerns direct access to the 
examination files which is prohibited by PCT Article 38. 


Comment 7: One comment suggested that the phrase “may be 
provided” in § 1.14(c)(1), (c\(2), and (e) should be changed to 
“will be provided” for consistency with § 1.13. Another com- 
ment suggested that § 1.14(c)(1) and (c)(2) be clarified as to 
what (the application-as-filed or the entire contents of the file 
wrapper) may be supplied, and whether the phrase “may be 
provided” is intended to mean that supplying such is optional or 
discretionary on the part of the Office. 


Response: The suggestion has not been adopted. The phrase “may 
be” is used throughout §§ 1.11, 1.12, and 1.14 and is retained 

in § 1.14 for consistency and because “may be” is the appropri- 
ate terminology. For example, § 1.14(c)(2) provides that a copy 
of the specification, drawings, and all papers related to a published 
patent application may be provided if a written request with the 
appropriate fee are filed. The requested copy will normally be 
provided, but if the file is not available because it is being 
reviewed by a patent examiner or is at the publishing contractor for 
printing a patent, the requested copy may be only provided at a 
delayed date. Furthermore, in the rare event that the file is lost (and 
a replacement copy cannot be obtained), the requested copy cannot 
be made and will not be provided. 


Comment 8: Several comments suggested that the surcharge for 
the unintentionally delayed submission of a priority claim was 
excessive. One comment suggested that this surcharge be a 
nominal ($5) charge or in line with the publication fee ($300). 


Response: If a significant number of unintentionally delayed 
claims under 35 U.S.C. 119, 120, 121, or 365(a) or (c) are 
presented, the Office will have difficulty scheduling applications 
for publication. Thus, the surcharge amount must be sufficient to 
provide an incentive for applicant to exercise care to ensure that 
any desired claim under 35 U.S.C. 119, 120, 121, or 365(a) or (c) 
is timely presented. The proposed surcharge amount tracks the fee 
amount for a petition to revive an unintentionally abandoned 
application (35 U.S.C. 41(a)(7)), and this fee amount is considered 
an appropriate surcharge for a petition to accept an unintentionally 
delayed claim under 35 U.S.C. 119, 120, 121, or 365(a) or (c). 
Since the fiscal year 2001 fee amount for a petition to revive an 
unintentionally abandoned application (35 U.S.C. 41(a)(7)) is 
$1,240 (§ 1.17(m)), this fee amount ($1,240) is considered an 
appropriate surcharge for a petition to accept an unintentionally 
delayed claim under 35 U.S.C. 119, 120, 121, or 365(a) or (c) (§ 
1.17(t)). 


Comment 9: Several comments suggested that the $300 publica- 
tion fee was excessive. One comment argued that a publication fee 
should not be imposed on applicants who do not want publication 
but do not meet the requirements to request nonpublication under 
§ 1.213. Several comments suggested that the publication fee 
(cost) be included in the other application (filing or issue) fees. 
One comment suggested that the publication fee be reduced by 
fifty percent for small entities. Another comment suggested that 
§ 4506 of the American Inventors Protection Act of 1999 did not 
authorize the Office to charge a publication fee in those situations 
in which an application is issued as a patent and subsequently 
published as a patent application publication. 


Response: Section 4506 of the American Inventors Protection Act 
of 1999 requires the Office to “recover the cost of early publication 
required by the amendment [to 35 U.S.C. 122] by charging a 
separate publication fee.” Section § 4506 of the American 

Inventors Protection Act of 1999 does not provide for the Office to: 
(1) not charge the publication fee to those applicants who would 
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prefer not to have their applications published under 35 U.S.C. 
122(b); (2) build the cost of publication into other application 
(filing or issue) fees; or (3) apply the small entity discount (which 
otherwise applies only to fees under 35 U.S.C. 41(a) or (b)) to the 
publication fee (cf. 35 U.S.C. 132(b)). Finally, even when an 
application is issued as a patent and subsequently published as a 
patent application publication (because it issues too late in the 
publication process to stop publication), the cost of such a 
publication is part of the cost of early publication required by 35 
U.S.C. 122(b), and § 4506 of the American Inventors Protection 
Act of 1999 directs the Office to also recover that cost by charging 
a separate publication fee. 


Comment 10: A comment supporting the changes to §§ 1.52(d) 
and 1.78(a)(5) concerning the translation requirement for a non- 
English language provisional application suggested that the Office 
clarify whether the translation of the provisional application is to 
be filed in the provisional application or in any nonprovisional 
application claiming the benefit of the provisional application. 


Response: Section 1.78(a)(5) provides that if a provisional appli- 
cation is filed in a language other than English, any nonprovisional 
application claiming the benefit of the provisional application 
“must contain . . . an English language translation of the non- 
English language provisional application and a statement that the 
translation is accurate.” 

Thus, § 1.78(a)(5) is clear that the English-language translation 
of the provisional application must be filed in any nonprovisional 
application claiming the benefit of the provisional application. 


Comment 11: One comment questioned whether an applicant can 
withdraw a priority claim to change the date on which the 
application will be published, noting that withdrawal of priority 
claims is provided for in PCT Rule 90bis.3. 


Response: The Office will recalculate the publication date in 
response to any change (withdrawal or addition) in priority claims. 
If this recalculation occurs earlier than nine weeks prior to the 
previously calculated publication date, the Office will reschedule 
the application for publication based upon the recalculated publi- 
cation date. If this recalculation occurs later than nine weeks prior 
to the previously calculated publication date, the Office will not 
reschedule the application for publication based upon the recalcu- 
lated publication date. 


Comment 12: One comment requested clarification of the meaning 
of the term “original” in § 1.55. 


Response: An “original” application is any application other than 
a reissue application, which includes continuing applications and 
applications claiming the benefit of a foreign- filed application. 
See Guidelines Concerning the Implementation of Changes to 35 
U.S.C. 102(g) and 103 and the Interpretation of the Term “Original 
Application” in the American Inventors Protection Act of 1999, 
1233 Off. Gaz. Pat. Office 54, 56 (Apr. 11, 2000). 


Comment 13: One comment suggested that the time periods set 
forth in §§ 1.55 and 1.78 should not apply to an application in 
which a nonpublication request under § 1.213 is filed. 


Response: A nonpublication request may be rescinded at any time 
See 35 U.S.C. 122(b\(2)(B)(ii) and § 1.213(b). Thus, the Office 
must treat an application in which a nonpublication request under 
§ 1.213 is filed the same as other applications for purposes of 
priority claims as well as review of the patent application drawing 
and paper (specification) during pre-examination processing of the 
application. 


Comment 14: One comment suggested that the time periods set 
forth in §§ 1.55 and 1.78 unfairly limit an applicant’s ability to 
delay presenting priority claims until the claim is necessary to 
avoid the prior art. 


Response: An applicant's desire to delay presenting priority claims 
until the claim is necessary to avoid the prior art is subordinate to 
the need for the timely presentation of priority claims for publi- 
cation promptly after eighteen months from the earliest filing date 
for which a benefit is claimed. The Office previously indicated that 
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eighteen-month publication (if adopted) would require a drastic 
change in the practice of the presentation of priority claims filed. 
See General Agreement on Tariffs & Trade/ North American Free 
Trade Agreement Student’s Handbook at 6 (question 3), U.S. 
Patent and Trademark Office (1995). 


Comment 15: One comment suggested that the time periods set 
forth in §§ 1.55 and 1.78 should not apply to the addition of 
priority claims in the situation in which the application is pub- 
lished within six months of its actual filing date, since the public 
has not been harmed by the untimely priority claim. 


Response: The Office will not be able to include such untimely 
priority claims on the patent application publication (and the 
absence of a priority claim is not considered a “material mistake” 
warranting republication of the patent application publication 
under § 1.221(b)). Thus, the public will be harmed by such an 
untimely presentation of a priority claim because the patent 
application publication will not contain the priority claim. 


Comment 16: One comment suggested that if priority claims are 
not required until the later of four months from the actual filing 
date or sixteen months from the earliest claimed priority date, a 
fourteen-week publication cycle would be too long since the 
public could not rely upon an application being published until 
twenty months from its earliest claimed priority date. 


Response: The Office plans to publish applications on the first 
Thursday after the date that is eighteen months after the filing date 
of the application (or if the application claims the benefit of an 
earlier filing date, the first Thursday after the date that is eighteen 
months after the earliest filing date for which a benefit is sought). 
Thus, the Office will schedule applications to begin the publication 
cycle on the date that is fourteen weeks before that date. If a 
priority claim under 35 U.S.C. 119, 120, 121, or 365(a) or (c) is 
filed within fourteen weeks of the date eighteen months after the 
earliest filing date for which a benefit is sought, the Office will not 
be able to publish the application on the first Thursday after the 
date that is eighteen months after the earliest filing date for which 
a benefit is sought because it requires a fourteen-week cycle to 
prepare an application for publication in view of the volume of 
applications to be published and preparation required for the 
publication. 


Comment 17: One comment suggested that the phrase “or intel- 
lectual property authority” be added after “country” in § 1.55(c) 
for consistency with § 1.55(a)(1)(i). 


Response: The parenthetical “(or intellectual property authority)” 
has been added after “country” in § 1.55(c) for consistency ‘vith 
§ 1.55(a)(1)(i). 


Comment 18: One comment suggested that the limitation to “S00 
words” in § 1.72(a) was in conflict with PCT Rule 4.3, which 
specifies that the “title of the invention shall be short (preferable 
from two to seven words when in English or translated into 
English... .” 


Response: Section 1.72(a) requires that the title be limited to 500 
characters (not words). 

PCT Rule 4.3 requires that “title of the invention shall be short,” 
and a title that exceeds 500 characters is not short. Therefore, § 
1.72(a) does not conflict with PCT Rule 4.3. 


Comment 19: One comment suggested that the Office clarify § 
1.72(a) to specify what characters can be included in the title of an 
application. 


Response: Section 1.72(a) as adopted does not prohibit non- 
keyboard character (images) in a title. Section 1.72(a) as adopted, 
however, provides that characters that cannot be captured and 
recorded in the Office’s automated information systems (e.g., 
PALM) may not be reflected in the Office’s records in such 
systems or in documents created by the Office. The Office will post 
the set of characters that are capable of being captured and 
recorded in PALM on its Internet Web site. The Office will revise 
the set of characters posted on its Internet Web site as characters 
are added to this set as a result of improvements to the Office’s 
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automated information systems. Applicants are strongly encour- 
aged to restrict the characters in titles to characters in the set of 
characters indicated as capable of capture and recordation in 
PALM. 


Comment 20: One comment questioned why the Office would use 
the title of the invention (which does not uniquely identify an 
application) as the key for associating an EFS copy of an 
application with the application for which the copy is being 
submitted. 


Response: The Office uses the application number as the primary 
key for associating an EFS copy of an application with the 
application for which the copy is being submitted. In view of the 
number of applications filed each day, it is not practical to use the 
filing date to verify that the application number is correct (a 
transposition of the last four digits of the application number will 
not be revealed when compared to the filing date). The Office may 
also use other information to verify that the application number 
correctly indicates the application for which an EFS copy is being 
submitted. 


Comment 21: One comment questioned how the time period 
provision of § 1.78(a)(2) applied to international applications. 


Response: The time period for claiming priority of a prior 
application in an international application is set forth in the PCT 
and the Regulations under the PCT. 


Comment 22: One comment suggested that the Office clarify 
whether the requirement in § 1.78(a)(2) that the first sentence of 
an application indicate whether an international application was 
published in English applies to international applications filed 
before November 29, 2000. 


Response: The requirement applies to any application filed on or 
after November 29, 2000, that claims the benefit of a prior 
international application, regardless of the filing date of the 
international application for which a benefit is claimed. 


Comment 23: One comment suggested that the expression “(cJolor 
drawings are not permitted in international applications (see PCT 
Rule 11.13)” in § 1.84 is redundant, since the PCT Rule is 
sufficient authority. 


Response: The rules of practice contain a number of provisions 
that reiterate provisions of the PCT Articles and Regulations, as 
well as title 35, U.S.C. While such reiterative provisions are 
(strictly speaking) redundant, they are included in the rules of 
practice for advisory purposes. If there is a change to the PCT 
Articles or Regulations (or title 35, U.S.C.), it is likely that the 
Office’s rules of practice will require conforming changes in any 
event. 


Comment 24: One comment questioned whether there will be an 
Official Gazette publication with a figure when an application 
issues as a patent. 


Response: The Office plans to continue publishing an Official 
Gazette containing the weekly patent issues with (among other 
things) a representative drawing figure. 


Comment 25: One comment suggested that if the Office considers 
drawings in compliance with § 1.84 necessary for publication, 
the Office should reduce the formality requirements of § 1.84. 


Response: As discussed above, the Office plans to enforce the 
requirements of § 1.84 necessary for creating a publication (the 
patent application publication) containing drawings of sufficient 
quality for the patent application publication to be routinely used 
as a prior art document. 


Comment 26: One comment suggested that the Office should not 
require drawings in compliance with § 1.84 until fourteen 
months from the earliest claimed priority date. Another comment 
suggested that the Office release applications containing drawings 
that do not comply with § 1.84 to the Technology Center, flag the 
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PACR record of such applications, and simply add the later-filed 
drawings in compliance with § 1.84 to the PACR database for 
publication. 


Response: Since the eighteen-month period is not measured from 
an application’s actual filing date, but from the earliest filing date 
for which a benefit is claimed, many applications will enter the 
publication cycle before being transferred from OIPE to the 
Technology Centers. The Office would need to track which 
applications have been released to the Technology Center without 
drawings in compliance with § 1.84 and issue a notice requiring 
drawings in compliance with § 1.84 during the examination 
process to ensure that drawings in compliance with § 1.84 are 
filed before an application is scheduled to enter the publication 
cycle. Issuing such a notice during the examination process (when 
the Office is issuing Office actions) would result in confusion 
(likelihood of two different time periods running simultaneously) 
and would interfere with the Office’s ability to meet the time 
frames specified in 35 U.S.C. 154(b)(1)(A)(i) and (ii). 


Comment 27: Several comments opposed the change to § 1.85 
requiring drawings in compliance with § 1.84 before an appli- 
cation will be released to the Technology Center for examination. 
Several comments argued that this change will increase up-front 
costs for patent applicants. One comment suggested a two-tiered 
review: one level for publication and a second level for printing in 
a patent. 


application until patent grant. Thus, the Office can no longer 
permit applicants to defer the submission of publication quality 
drawings (and the cost of preparing such drawings) until an 
application is allowed. Since the patent application publication 
will become the primary prior art and technology dissemination 
document, there is no point to providing for higher drawing quality 
in patents than in patent application publications. 


Comment 28: Several comments suggested that § 1.98(a)(2)(ii) 
not require a copy of a cited copending application, especially 
since the Office has an electronic database containing copies of 
applications as filed. Another comment also argued that this 
provision in combination with § 1.14(c)(2) will allow third 
parties to obtain a copy of any cited copending application 
causing: (1) the cited application to become a publication that may 
bar the filing of the cited application in foreign countries; (2) the 
disclosure of trade secrets from the cited application (which may 
have been abandoned prior to its scheduled publication date); and 
(3) an increase in paper submissions to the Office. 


Response: The Office proposed amending § 1.98(a)(2)(ii) to 
require a copy of any cited copending application in a rulemaking 
to implement the Patent Business Goals. See Changes to Imple- 
ment the Patent Business Goals, 64 FR at 53833, 1228 Off. Gaz. 
Pat. Office at 18. The comments on this proposed change to § 
1.98 are addressed in the final rule to implement the Patent 
Business Goals. 


Comment 29: One comment questioned whether § 1.99 is 
consistent with the requirements of 35 U.S.C. 122(c) (which 
instruct the Office to ensure that no protest or opposition be 
initiated after publication without the express written consent of 
the applicant), and suggested that the Office not adopt this 
proposed rule. 


Response: 35 U.S.C. 122(c) provides that the Office “shall 
establish appropriate procedures to ensure that no protest or other 
form of pre-issuance opposition to the grant of a patent on an 
application may be initiated after publication of the application 
without the express written consent of the applicant.” A submis- 
sion under § 1.99, however, is different from either an “opposi- 
tion” proceeding or a “protest” that would fall under the provisions 
of 35 U.S.C. 122(c) 


Unlike a third-party submission of patents and publications under 
§ 1.99, an opposition is a very complex, inter partes proceeding. 
Examples of oppositions include trademark oppositions and for- 
eign patent office oppositions. 
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Trademark oppositions, conducted before the Trademark Trial and 
Appeal Board, are full adversarial proceedings similar to a trial, 
complete with pleadings, notice, discovery, stipulations, motions, 
briefs, evidence, and opportunity for oral argument. A trademark 
opposition proceeding is governed by the Federal Rules of Civil 
Procedure, except as otherwise provided. 37 C.F.R. 2.101 through 
2.107 and 2.116 through 2.136, sections 1503 through 1503.05 of 
the Trademark Manual of Examining Procedure, and Chapters 300 


through 800 of the Trademark Trial And Appeal Board Manual of 
Procedure set forth an overview of the complex nature of trade- 
mark opposition proceedings. In view of the similarity to an inter 
partes civil proceeding, it is clear that trademark oppositions are 
much different in character compared to a third-party submission 
of patents and publications under § 1.99 (which bars a third party 
from even filing a paper arguing against the patentability of an 
application). 


Similar to the Office’s trademark opposition procedure, opposi- 
tions in patent cases in both the Japanese Patent Office (JPO) and 
the European Patent Office (EPO) are lengthy inter partes proceed- 
ings in which a third party has extensive participation in challeng- 
ing the grant of a patent. Both the EPO and the JPO allow for 
evidence, multiple briefs, an oral hearing, and appeals, and the 
procedures to be followed are very technical and complex. See 
Chapter 66 (Patent Opposition System) of the JPO’s Manual of 
Appeal and Trial Proceedings; see also Part D Opposition Proce- 
dure of Guidelines for Examination in the European Patent Office. 


Likewise, a third-party submission of patents and publications 
under § 1.99 is not a “protest.” As generally understood, a protest 
is “a complaint, objection, or display of unwillingness usually to 
an idea or course of action.” See Merriam Webster’s Collegiate 
Dictionary (1993). Under that commonly understood meaning, a 
third-party submission of patents and publications under § 1.99 
does not rise to the level of a protest because § 1.99 does not 
permit the filing of any complaint or objection. No form of 
adversarial argument is allowed under § 1.99. Instead, a third 
party is limited to merely submitting prior art without any 
corresponding commentary. 


The Office does have an existing regulation (§ 1.291) entitled: 
“Protests by the public against pending applications.” Under § 
1.291, a member of the public may file a protest in a pending 
application, which protest comprises: (1) a list of the prior art 
references or other information relied upon; (2) an explanation of 
the relevance of each listed item; (3) a copy of each listed item; 
and (4) an English translation of each item, if necessary. See § 
1.291(b). In direct contrast to a protest under § 1.291, however, 
§ 1.99 does not permit the third party to transmit any commen- 
tary or adversarial arguments objecting to a patent application. 
Rather, § 1.99 is structured so as to avoid compromising the 
objectivity of the ex parte character of the examination process. 


Only patents and publications (i.e., prior art documents that are 
public information that are theoretically available to the examiner 
and which the Office would discover on its own in an ideal world) 
may be supplied to the examiner in a submission under § 1.99. 
As such, the bare submission of patents and publications is not a 
protest any more than the submission of an information disclosure 
statement under §§ 1.97 and 1.98 by the patent applicant is a 
“protest.” In addition, patents and publications may be submitted 
for various reasons: individuals may wish to submit patents or 
publications to help the examiner understand the technology or the 
appropriate field of search. Therefore, third-party submission of 
patents and publications under § 1.99 is qualitatively different 
from a protest under § 1.291. 


Title 35, U.S.C., provides that the Office may issue a patent only 
if it appears that the applicant is entitled to a patent in view of the 
prior art (35 U.S.C. 102 and 103). 35 U.S.C. 122(c) does not 
disqualify prior art simply because that prior art came to the 
attention of the Office through a third party. Thus, the Office 
interprets “protest or opposition” in 35 U.S.C. 122(c) to mean that 
the Office is to ensure that no third party is given the ability (or 
right) to have input on the examination of the application after 
publication and argue against the application’s patentability. Sec- 
tion 1.99 simply sets forth a procedure under which a third party 
can bring prior art relevant to a published application to the 
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attention of the Office. As an important safeguard for the rights of 
the applicant, it does not give the third party the ability or right to 
participate in the examination of the application as a result of such 
prior art being brought to the attention of the Office. Accordingly, 
§ 1.99 will improve the quality of examination and at the same 
time will ensure that no third parties enter written, adversarial 
arguments, thereby coloring the ex parte process. 


Comment 30: One comment suggested that the limitations in § 
1.99 do not adequately protect the applicant from misuse of 
eighteen-month publication by third parties because third parties 
may submit information directly to the applicant (or the appli- 
cant’s representative), who in turn may be obligated under § 1.56 
to disclose the information to the Office. The comment suggested 
amending § 1.56 to exempt persons associated with an applica- 
tion from considering information received from a third party. 


Response: The Office did not propose changes to the provisions of 
§ 1.56. Given the ex parte nature of the examination of an 
application for patent, the obligations placed on an applicant under 
§ 1.56 are paramount to that examination. Therefore, the Office 
considers it inappropriate to alter the provisions of § 1.56 simply 
because eighteen-month publication may result in prior art being 
brought to an applicant’s attention at an inopportune point in the 
examination process. 


Comment 31: Several comments suggested that § 1.99 be 
amended to permit third parties to provide explanations as to the 
relevant parts of the patents or publications, since such explana- 
tions may be necessary in the case of a complex or voluminous 
patent or publication. Another comment suggested that since § 
1.99(b)(4) permits translations of the necessary and pertinent parts 
of non-English language publications, § 1.99 should permit 
markings on the necessary and pertinent parts of English language 
publications. Another comment also suggested that examiners 
should be required to consider patents and publications submitted 
in compliance with § 1.99. 


Response: To ensure that a third-party submission under § 1.99 
does not amount to a protest or other opposition, the Office cannot 
permit the third party to either: (1) provide explanations (e.g., as to 
how the patents or publications render the claims unpatentable) 
with the patents and publications; or (2) have the right to insist that 
the Office “consider” any of the patents or publications submitted. 
The third party, however, may submit redacted versions of a patent 
or publication containing only the most relevant portions of the 
patent or publication. 


Comment 32: One comment suggested that the rules of practice 
should encourage third parties to submit prior art to the Office 
(especially the computer software and business methods areas), 
and that the $180 fee (§ 1.17(p)) for a third-party submission will 
be contrary to the public interest by discouraging third parties from 
submitting prior art. The comment suggested an alternative fee 
structure based upon the nature of the third party (small entity, 
non-small entity) or nature of the submission (non-patent publica- 
tions, number of patents or publications). 


Response: 35 U.S.C. 41(d) authorizes the Office to establish fees to 
recover the estimated average cost of providing services or 
products not otherwise provided for. The Office has recently 
lowered the fee set forth in § 1.17(p) to $180, which is set at a 
fee amount to recover the aggregate costs of handling and 
reviewing the information (patents and publications) brought to 
the attention of the Office subsequent to the issuance of a first 
Office action. Since the nature of the third party (small entity, 
non-small entity), or nature of the submission (non-patent publi- 
cations), or nature of the technology of the submission does not 
impact this cost, 35 U.S.C. 41(d) does not authorize the Office to 
vary the fee based upon these factors (and § 1.99 places a limit 
on the number of patents or publications in the submission). 


Comment 33: Several comments suggested that § 1.99 include 

the following provisions to avoid becoming a means for third 
parties to harass the applicant or disrupt the examination process: 
(1) require that the third party provide evidence that it has served 
the information being submitted on the applicant (rather than 
expecting the Office to do so); (2) require the third party to declare 
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(under oath or declaration) whether he/she is submitting the 
information pursuant to an agency relationship (and, if so, to 
identify the real party in interest); and (3) permit the third party to 
submit only five (rather than twenty) patents or publications and to 
screen the information to eliminate patents or publications that 
have already been cited in the application. 


Response: Section 1.99(c) requires that the submission be served 
on the applicant in compliance with § 1.248. Section 1.248 
requires that: (1) service be made by the third party, not the Office 
(§ 1.248(a)); and (2) the third party provide evidence that it has 
served the information being submitted on the applicant 
(1.248(b)). 


Section 1.99 as adopted limits the number of patents and publica- 
tions in such a submission to ten (rather than twenty). Neverthe- 
less, if a patent or publication is highly probative, it would not be 
in the third party’s interest to include such a patent or publication 
in a submission containing even ten patents or publications (since 
the third party cannot provide any explanation with the submis- 
sion). 


The Office considers further restrictions on the number of patents 
or publications in a submission under § 1.99 to be unnecessary. 
Since the third party has no ability or right to have input on what 
will happen during the examination of the application as a result of 
the submission under § 1.99, the real party in interest is of no 
concern. Finally, the Office plans (as discussed above) to screen 
submissions under § 1.99 to determine whether they are limited 
to patents and publications before the submission is placed in the 
file of the application and forwarded to the examiner, and to 
remove any explanations or information (other than patents and 
publications) from the submission before it is placed in the file of 
the application and forwarded to the examiner. 


Comment 34: One comment also suggested that the Office clarify 
the condition (e.g., delay was “unavoidable”) under which patents 
and printed publications submitted later than two months from the 
date of publication of the application or prior to the mailing of a 
notice of allowance (whichever is earlier) will be considered. 


Response: A submission under § 1.99 later than the period 
specified in § 1.99(e) is permitted only when the patents or 
publications could not have been submitted to the Office earlier 
(e.g., an amendment submitted in the published application after 
publication changes the scope of the claims to an extent that could 
not reasonably have been anticipated by a person reviewing the 
published application during the period specified in § 1.99(e)). 


Comment 35: One comment suggested that third parties should be 
given three (rather than two) months from the date of publication 
of the application or prior to the mailing of a notice of allowance, 
whichever is later (rather than whichever is earlier) to submit 
patents or publications under § 1.99. 


Response: The time period in § 1.99 balances the desirability of 
considering the best prior art during examination of an application 
with the need to avoid undue interference with the examination of 
the application. The Office considers a time period of two months 
from the date of publication of the application or prior to the 
mailing of a notice of allowance, whichever is earlier, as striking 
a better balance between these interests. 


Comment 36: One comment questioned how the time period 
specified in § 1.99(e) would apply to an international application. 


Response: The submission must be filed within two months of the 
publication of the application under 35 U.S.C. 122(b), and not the 
IB publication, or prior to the mailing of a notice of allowance, 
whichever is earlier. 


Comment 37: One comment contained a number of questions and 
suggestions concerning § 1.130: (1) § 1.130 does not address 
the change to 35 U.S.C. 103(c) in § 4807 of the American 
Inventors Protection Act of 1999 and has a confusing heading; (2) 
the requirement for an oath or declaration that “the application or 
patent under reexamination and patent or published application are 
currently owned by the same party” is confusingly written; (3) it is 
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not clear who must make the required oath or declaration under § 
1.130(a)(2); and (4) it is not clear why such an oath or declaration 
is necessary since this information is available in the terminal 
disclaimer and assignments. 


Response: Section 1.130 was adopted in September of 1996 to 
address those situations in which: (1) the rejection in an applica- 
tion or patent under reexamination to be overcome is a rejection 
under 35 U.S.C. 103 in view of a U.S. patent which is not prior art 
under 35 U.S.C. 102(b); (2) the inventions defined by the claims in 
the application or patent under reexamination and by the claims in 
the U.S. patent are not identical but are not patentably distinct; and 
(3) the inventions are owned by the same party. See MPEP 718; 
see also Miscellaneous Changes in Patent Practice, 61 FR at 
42795, 1190 Off. Gaz. Pat. Office at 71. Section 1.130 does not 
address the change to 35 U.S.C. 103(c) in § 4807 of the 
American Inventors Protection Act of 1999 (and appears to have a 
confusing heading) because § 1.130 is not directed to imple- 
menting the provisions of 35 U.S.C. 103(c). 


The phrase “application or patent under reexamination and patent 
or published application” is designed to cover four situations: (1) 
the rejection of a claim in an application on the basis of a 
commonly assigned patent; (2) the rejection of a claim in an 
application on the basis of a commonly assigned published 
application; (3) the rejection of a claim in a patent under 
reexamination on the basis of a commonly assigned patent; and (4) 
the rejection of a claim in a patent under reexamination on the 
basis of a commonly assigned published application. 


The oath or declaration under § 1.130(a)(2) may be signed by the 
inventor(s), a registered practitioner of record, or the assignee of 
the entire interest. See MPEP 718. 


Section 1.130 requires such an oath or declaration because the 
assignee information in the terminal disclaimer or recorded assign- 
ments may not be current, and the applicant is in the best position 
to verify that the application or patent under reexamination and 
patent or published application are currently owned by the same 
party. 


Comment 38: One comment suggested that the second sentence of 
§ 1.131 is unnecessary and inappropriately omits any reference to 
35 U.S.C. 102(a), and that the phrase “by reference to acts” 
appears to have been inadvertently omitted in the subsequent two 
sentences. 


Response: The second sentence of § 1.131(a) provides that the 
effective date of a U.S. patent, U.S. patent application publication, 
or international application publication under PCT Article 21(2) is 
the earlier of its publication date or the date that it is effective as 
a reference under 35 U.S.C. 102(e). While the second sentence of 
§ 1.131 is technically unnecessary, it serves as a reminder that the 
effective date of a U.S. patent, U.S. patent application publication, 
or international application publication under PCT Article 21(2), 
for prior art purposes, may be earlier than its publication date (i.e., 
its effective date under 35 U.S.C. 102(a)). In addition, the phrase 
“by reference to acts” has not been omitted in the subsequent two 
sentences of § 1.131. See § 1.131(a)(2)(1995)-(2000). 


Comment 39: One comment suggested that § 1.132 be revised to 
permit an oath or declaration under § 1.132 to traverse a rejection 
even if the rejection is based upon a patent or application to 
another that claims the same patentable invention. Another com- 
ment suggested that § 1.132 be revised to permit an oath or 
declaration under § 1.132 to traverse a rejection even if the 
rejection is based upon a published application to another that 
claims the same patentable invention. 


Response: Section 1.132 as adopted provides that when any claim 
of an application or a patent under reexamination is rejected or 
objected to, any evidence submitted to traverse the rejection or 
objection on a basis not otherwise provided for must be by way of 
an oath or declaration under § 1.132. 
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Comment 40: One comment suggested that the reference in § 
1.137(d)(2) requiring that a terminal disclaimer also apply to 
utility or plant applications filed after June 8, 1995, is unnecessary. 


Response: Section 1.137(d)(2) as adopted provides that such a 
terminal disclaimer also apply to utility or plant applications filed 
before (not after) June 8, 1995. 


Comment 41: One comment suggested that the requirement for a 
terminal disclaimer in an application abandoned due to the 
applicant’ s failure to timely notify the Office of a foreign filing was 
unfair because such abandonment will not delay prosecution of the 
application. 


Response: Section 1.137(d) does not require a terminal disclaimer 
for a utility or plant application filed on or after June 8, 1995, and 
the eighteen-month publication provisions of the American Inven- 
tors Protection Act of 1999 apply only to utility or plant applica- 
tions filed on or after November 29, 2000 


Comment 42: One comment suggested that the provisions of § 
1.137(f) should include punitive measures to avoid frivolous or 
fraudulent nonpublication requests, since an applicant should 
make a nonpublication request only when positive that an appli- 
cation will not be filed in a foreign country, and would be seriously 
negligent to intentionally make such a nonpublication request, 
subsequently file in a foreign country, and then fail to satisfy his or 
her obligation to timely notify the Office that a corresponding 
application has been filed in a foreign country. The comment 
suggested similar treatment for applications for which a redacted 
copy was submitted for publication, and the redacted copy 
improperly omitted portions of the application. 


Response: Since an applicant would have to be “seriously negli- 
gent” to submit a nonpublication request on filing, subsequently 
file a corresponding application in a foreign country, and then 
unintentionally fail to timely notify the Office that a corresponding 
application has been filed in a foreign country, the Office expects 
few petitions to revive an application under the provisions of § 
1.137(f). If an applicant intentionally (or fraudulently) delays 
notifying the Office that a corresponding application has been filed 
in a foreign country, the applicant cannot revive the application 
under § 1.137 (or if revival is obtained on the basis of improper 
statements, such revival will not likely survive court review during 
any attempt to enforce the patent). An applicant who intentionally 
submits an improperly redacted copy of an application for publi- 
cation is not dealing with the Office consistent with the duty of 
candor and good faith (§ 1.56), and will likely meet a similar fate 
when attempting to enforce any patent resulting from the applica- 
tion. 


Comment 43: One comment suggested that the language of § 
1.137(g) does not take into account the amendment to 35 U.S.C. 
119(e) in § 4801(b) of the American Inventors Protection Act of 
1999. 


Response: Section 1.137(g) contains the phrase “[s]ubject to the 
provisions of 35 U.S.C. 119(e)(3) and § 1.7(b),” to take into 
account the amendment to 35 U.S.C. 119(e) in § 4801(b) of the 
American Inventors Protection Act of 1999. 


Comment 44: One comment suggested that the Office create a 
special box to which an express abandonment being made to avoid 
publication are to be mailed to allow “last minute” express 
abandonments to achieve their goal of avoiding publication. 


Response: Petitions under § 1.138 should be addressed to: Box 
PGPUB-ABN. While addressing a petition under § 1.138 to Box 
PGPUB-ABN will increase the chances of such petition being 
received by the appropriate officials in sufficient time to avoid 
publication of an application, it is unlikely that a petition under § 
1.138 filed within four weeks of the projected date of publication 
will be effective to avoid publication under any circumstance. 
Thus, applicants should not rely upon Box PGPUB-ABN as 
permitting “last minute” express abandonments to achieve their 
goal of avoiding publication. 
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Comment 45: One comment suggested that eighteen-month pub- 
lication will benefit only large companies since small corporations 
and independent inventors rely upon their applications being 
maintained in confidence, and that eighteen-month publication 
does not promote the useful arts and sciences as to small 
corporations and independent inventors who rely upon their 
applications being maintained in confidence. Another comment 
suggested that eighteen-month publication will benefit only large 
companies to the detriment of small corporations and independent 
inventors, and a patent application should be maintained in 
confidence until a patent is granted. 


Response: The proposed changes to the rules of practice concern 
how (and not whether) the Office will implement the eighteen- 
month publication provisions of the American Inventors Protection 
Act of 1999. In any event, the eighteen-month publication provi- 
sions of the American Inventors Protection Act of 1999 permit 
small corporations and independent inventors (or any applicant) 
who do not file counterpart foreign or international applications 
(which are subject to eighteen-month publication) to “opt-out” of 
eighteen-month publication (§ 1.213), and provide provisional 
rights protection (35 U.S.C. 154(d)) to those who do not or cannot 
“opt-out” of eighteen-month publication. 


Comment 46: One comment suggested that the eighteen-month 
period for publication of an application should not include a prior 
application for which the application claims a benefit as a 
continuation-in-part application. 


Response: 35 U.S.C. 122(b) provides for publication at eighteen 
months “from the earliest filing date for which a benefit is sought 
under this title.” Thus, 35 U.S.C. 122(b) provides that this 
eighteen-month period is measured from the earliest claimed filing 
date, whether the benefit of that filing date is claimed as a 
continuation, divisional, or continuation-in-part application. 


Comment 47: Several comments suggested that it is inefficient and 
inappropriate to (re)publish an international application if the 
international application has been published by the IB under PCT 
Article 21 in English. One comment suggested that PCT Article 29 
and 35 U.S.C. 374 equate the IB publication of an international 
application to the publication of the application under 35 U.S.C. 
122(b). Another comment suggested that if the Office means to 
publish an international application even if the international 
application has been published hy the IB under PCT Article 21 in 
English, the Office should amend § 1.211(a) to explicitly state as 
much. 


Response: The IB publication of an international application will 
not be included in the Office’s patent application publication 
search database. The Office must (re)publish international appli- 
cations that entered the national stage to place these applications 
into its patent application publication search database. The benefit 
gained by ensuring that these prior art documents will be included 
in the Office’s patent application publication search database 
outweighs the cost of (re)publishing these applications. 


Since § 1.211(a) states that “each international application in 
compliance with 35 U.S.C. 371 will be published promptly after 
the expiration of a period of eighteen months from the earliest 
filing date for which a benefit is sought under title 35, United 
States Code.” No amendment to § 1.211(a) is necessary for it to 
explicitly state that the Office will publish an international appli- 
cation that is in compliance with 35 U.S.C. 371 (regardless of 
whether the international application has been published by the IB 
under PCT Article 21 in English). 


Comment 48: One comment suggested that the Office clarify the 
phrase “sufficient time” in § 1.211(a) so that applicants in the 
same situations will be treated the same. 


Response: The Office cannot remove an application from the 
publication process later than two weeks from the projected date of 
publication. Thus, the phrase “sufficient time” means that the 
application must issue as a patent at least two weeks before its 
projected publication date. Section 1.211(a) does not include a 
specified time frame because improvements in the publication 
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process may permit the Office to remove an application from the 


publication process later than two weeks from the projected date of 


publication. 


Comment 49: One comment suggested that the burden should be 
on the Office to determine whether a corresponding application has 
been filed in a country that requires eighteen-month publication. 
The comment also suggested that the Office publish only applica- 
tions that the Office can demonstrate that the application has been 
or will be filed in a country that requires eighteen-month publica- 
tion or if the applicant affirmatively requests publication. The 
comment also suggested that an applicant's failure to timely notify 
the Office of a foreign filing should not result in abandonment of 
the application, and that the Office should send reminders of this 
obligation to those applicants who file a nonpublication request 
with their applications. 


Response: 35 U.S.C. 122(b)(2)(B)(i) places the burden on the 
applicant to affirmatively request that an application not be 
published, and 35 U.S.C. 122(b)(2)(B)(iii) provides that an appli- 
cation is abandoned (by operation of law) if an applicant submits 
a nonpublication request, subsequently files a corresponding 
application in a foreign country, and then fails to timely notify the 
Office that a corresponding application has been filed in a foreign 
country. 35 U.S.C. 122(b)(2)(B) does not provide for the Office to 
determine or demonstrate whether a corresponding application has 
been filed in a foreign country or to issue reminders to applicants 
who filed a nonpublication request with their applications. 


Comment 50: One comment suggested that the certification 
requirement of § 1.213 is too severe, and that an applicant should 
be required to certify only that a foreign filing is not contemplated 
and that the applicant will notify the Office promptly in the event 
that a foreign filing occurs. 


Response: The certification required by § 1.213 tracks the 
certification required by 35 U.S.C. 122(b)(2)(B)(i) (“the invention 
disclosed in the application has not and will not be the subject of 
an application filed in another country, or under a multilateral 
international agreement, that requires publication of applications 
18 months after filing”’). 


The suggested “less severe” certification would not be consistent 
with the certification required by 35 U.S.C. 122(b)(2)(B)(i). 


Comment 51: One comment suggested that since submission of a 
nonpublication request is a serious matter and an application for 
which a nonpublication request is submitted requires exception 
handling, the Office should charge a substantial fee for submitting 
a nonpublication request. 


Response: While the submission of a nonpublication request and 
certification should be considered a “serious matter” by applicant, 
the “exception processing” required for an application in which a 
nonpublication request is submitted is not sufficient to warrant 
charging a processing fee. The patent statute does not authorize the 
Office to charge “a substantial fee” (or surcharge) simply because 
of the seriousness of the request and certification. 


Comment 52: Several comments requested clarification on 
whether the Office would grant a foreign filing license in the 
situation in which an application is filed with a nonpublication 
request (which must certify that the invention disclosed in the 
application has not been and will not be the subject of an 
application filed in another country, or under a multilateral 
agreement, that requires publication at eighteen months after 
filing). 


Response: The Office will review an application to determine 
whether it is appropriate to grant a foreign filing license even if the 
applicant files a nonpublication request with the application 
because: (1) the applicant may subsequently file the application in 
a foreign country that requires eighteen-month publication and 
notify the Office of such filing; and (2) not all foreign countries 
require eighteen-month publication. 
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Comment 53: Several comments suggested that § 1.215 also 
state that the patent application publication include the classifica- 
tion of the patent application. 


Response: The Office plans to include the classification on the 
front page of a patent application publication. The rules of practice 
do not set forth the particulars of what appears on the front page 
of a patent. Therefore, it is not necessary for the rules of practice 
to set forth this or other particulars of what will appear on the front 
page of a patent application publication. 


Comment 54: Several comments suggested that the Office provide 
a “transitional publication arrangement” for applications that are 
due for publication shortly after they are filed (due to a claim under 
35 U.S.C. 120). The comment specifically suggested that appli- 
cants should be given some period of time (after the filing date) 
within which to comply with the requirements for publication 
before the delay in compliance serves as a basis for a reduction in 
any patent term adjustment. 


Response: The notice of proposed rulemaking sets forth with 
particularity the Office’s planning approach to eighteen-month 
publication. Therefore, the public has been given over seven 
months of notice of the requirements an application must meet to 
be in condition for eighteen-month publication. Since any appli- 
cant filing an application on or after November 29, 2000, has been 
given this notice of the requirements an application must meet to 
be in condition for eighteen-month publication, the Office is not 
providing a “transitional publication arrangement.” The impact 
that a delay in compliance with the requirements for publication 
will have on patent term adjustment is set forth in 35 U.S.C. 
154(b\(2)(C)(ii) and § 1.704(b). 


Comment 55: Several comments suggested that the Office’s 
reliance upon its electronic filing system (EFS) for submission of 
copies (redacted, as-amended, or for voluntary publication) of an 
application for publication purposes jeopardizes the optional 
publication procedures. The comments specifically suggested that: 
(1) the Office should not mandate the filing of a copy of an 
application for publication purposes by EFS until the Office has 
demonstrated that EFS is fully functional; (2) applicants’ experi- 
ence with the Office’s pilot EFS program has been plagued with 
extra costs and information system problems; (3) an EFS submis- 
sion requirement effectively excludes the small inventor commu- 
nity; and (4) the EFS submission requirement effectively deprives 
most applicants of the right to seek voluntary publication or 
publication of an application “as-amended” by requiring a copy of 
the previously filed application to be submitted in a particular 
filing system. 


Response: A key objective of any pilot program is to identify 
improvements that can or should be made to the program. EFS 
pilot participant experiences have identified such improvements 
for the EFS software, and the Office has enhanced EFS based upon 
such experiences. EFS as enhanced will permit applicants to create 
a copy of the patent application text in a familiar word processing 
environment with minimal effort. The accuracy and speed result- 
ing from the improvements to the authoring tool (word processing 
software for creating tagged patent application specification text), 
and the EFS desktop software (used for the submission of a copy 
of an application via EFS), will facilitate the timely and efficient 
publication of applications. 


Examples of improvements to be implemented by November of 
2000 in the next release of the Patent Application Specification 
Authoring Tool (PASAT) are: (1) an enhanced Office Assistant 
function including capability to enable or disable the help option: 
(2) the addition of keyboard short cuts to facilitate authoring; (3) 
enhanced editing capabilities to be available, for example, insert- 
ing special characters during a “paste text” process; (4) the 
capability to copy and paste tables from an existing word process- 
ing document; and (5) an enhanced authoring tool that will support 
Microsoft Windows 2000 and Word 2000 software. 


The Office also plans to have the following improvements in the 
desktop software (electronic Packaging and Validation Engine 
(ePAVE)) in place by the fall of 2000: (1) a feature permitting 
applicants to enter free-form text (comments) as part of the 
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electronic filing transmittal; (2) providing for the entry of the 
application information for the application data sheet (§ 1.76): 
and (3) preview and printing of patent application information 
before submission. 


These new features will be fully tested as part of the software 
quality assurance component of the Office’s system development 
process for managing software development and deployment. 
Thus, EFS will be sufficiently enhanced by the fall of 2000 to be 
relied upon for submission of a copy of an application to the Office 
under the optional publication provisions of §§ 1.215, 1.217, 
and 1.221. 


Finally, the Office has also conducted a number of workshops 
concerning its Patent Electronic Business Center (which include 
filings under EFS) through the Patent and Trademark Depository 
Libraries (PTDLs). These workshops include a portion specifically 
directed at independent inventors. 


Comment 56: One comment suggested that the Office permit 
applicants to file paper copies of applications for publication and 
charge a fee to recover the cost of converting the application into 
an electronic format. 


Response: The suggested approach is impractical in view of the 
current nature of the Office’s budget. The Office cannot spend the 
fees it collects absent authority from Congress to do so. Recently, 
Congress has not authorized the Office to spend all of the fees it 
collects; rather, Congress has authorized the Office to spend up to 
only a certain amount of the fees it collects and diverted the 
remaining fees to other programs. Thus, even if the Office collects 
the suggested fee (ostensibly to recover the Office’s cost of 
converting the application into an electronic format), such fees 
would likely be diverted from the Office leaving the Office with no 
funding to actually recover the Office’s cost of converting the 
application into an electronic format. 


Comment 57: One comment questioned how color drawings, 
which are still permitted to be filed on paper and are not permitted 
by EFS, can be submitted via EFS. 


Response: Patent application publications will not contain color 
drawings (if an application is filed with color drawings, the patent 
application publication will include only a black-and-white copy 
of the color drawings). Therefore, it is unnecessary to provide for 
color drawings to be submitted by EFS for publication purposes. 


Comment 58: One comment questioned how a continued prosecu- 
tion application (CPA) under § 1.53(d) would be published as a 
patent application publication, and suggested that the Office use 
the claims as filed in a CPA as they existed at the termination of 
prosecution (in the prior application) as the basis for the patent 
application publication due to the provisional rights requirements 
of 35 U.S.C. 154(d). 


Response: The Office has amended § 1.53(d)(1)(i) to provide that 
the prior application of a CPA (utility or plant) must have been 
filed prior to May 29, 2000. See Changes to Application Exami- 
nation and Provisional Application Practice, Interim Rule, 65 FR 
14865, 14872 (Mar. 20, 2000), 1233 Off. Gaz. Pat. Office 47 (Apr. 
11, 2000). This should cause CPA practice (in utility or plant 
applications) to phase out and limit the instances in which the 
Office must publish a CPA. The Office plans to create a patent 
application publication for a CPA under § 1.53(d) using its PACR 
database or microfilm records. Thus, a patent application publica- 
tion for a CPA will reflect the prior application (the application 
originally assigned the application number assigned to the CPA) as 
filed. For this reason, any applicant filing a CPA under § 1.53(d) 
on or after November 29, 2000, is advised to also file a copy of the 
application-as-amended for publication purposes to take full ad- 
vantage of provisional rights under 35 U.S.C. 154(d). 


Comment 59: One comment suggested that the Office clarify the 
“separate paper” requirement for assignee information to be 
printed on the patent application publication (e.g., whether it can 
be included on a transmittal letter, whether a separate paper is 
required for each item of information). Another comment sug- 
gested that since it will benefit the public to have assignee 
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information included on the patent application publication, the 
Office should provide a convenient manner of submitting assignee 
information for inclusion on the patent application publication. 
Another comment suggested that the Office set forth a form or 
format to avoid confusion over the requirements for submitting 
assignee information for inclusion on the patent application 
publication. 


Response: Section 1.76 has been revised to provide for the 
inclusion of assignee information on the application data sheet. 
See § 1.76(b)(7). Assignee information is the name (either 
person or juristic entity) and address of the assignee of the entire 
right, title, and interest in an application. Section 1.215(b) has been 
revised to provide that if the applicant wants the patent application 
publication to include assignee information, the applicant must 
include the assignee information on the application transmittal 
sheet or the application data sheet (§ 1.76). 


Comment 60: One comment suggested that the Office print the 
assignment information contained in its assignment records on 
patent application publications, rather than relying upon or expect- 
ing applicants to provide this information on a separate paper. 


Response: The Office does not require that appropriate assignee 
information be printed on a patent and does not plan to require that 
appropriate assignee information be printed on a patent application 
publication. Therefore, the Office plans to simply print such 
assignee information as is provided by an applicant, rather than 
automatically include assignee information from its assignment 
records on a patent application publication. 


Comment 61: One comment suggested that applicants should 
receive confirmation of a nonpublication request on the filing 
receipt. The comment also suggested that if the publication date is 
changed at all (and not just by more than two weeks), the 
applicants should be notified of the new publication date. 


Response: If a nonpublication request is filed with an application, 
the filing receipt for the application will indicate “No Publication” 
to confirm receipt of the nonpublication request to the applicant. If 
the application has not yet entered the fourteen-week publication 
cycle, the applicant will be notified of any changes in the 
publication date. If the application has entered the fourteen-week 
publication cycle, the applicant will only be notified of changes in 
the publication date if the publication date is changed by more than 
two weeks. 


Comment 62: One comment suggested that the Office should place 
paper copies of patent application publications in the Public 
Search Room and in the examiners’ search rooms. 


Response: The Office has considered placing paper copies of 
patent application publications in the Public Search Room and in 
the examiners’ search rooms. The Office, however, is migrating to 
a fully electronic search and the investment necessary to create and 
maintain both electronic and paper collections of patent applica- 
tion publications is not feasible. 


Comment 63: One comment suggested that the Office should place 
its weekly volumes of patent application publications on its 
Internet Web site so that they are as readily available as issued U.S. 
patents. 


Response: The Office plans to place its weekly volumes of patent 
application publications (both image and text-searchable) on its 
Internet Web site. 


Comment 64: A number of comments opposed the publication of 
only a redacted copy of an application (rather than the entire 
application). One comment questioned whether a redacted copy of 
an application satisfied the “actual notice” requirement of 35 
U.S.C. 154(d). 


Response: The filing of a redacted copy of an application for 
publication is provided for in 35 U.S.C. 122(b)(2)(B)(v). Whether 
publication of a redacted copy of an application will satisfy the 
provisional rights requirements of 35 U.S.C. 154(d) will depend 
upon the particulars of the situations. Any applicant seeking 
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provisional rights requirements of 35 U.S.C. 154(d) but planning 
to file a redacted copy of an application for publication should 
carefully consider the provisions of the last sentence of 35 U.S.C. 
122(b)(2)(B){v). 


Comment 65: Several comments suggested that the requirements 
(e.g., use of EFS, multiple copies of submissions and Office 
actions, bracketed copy of application showing redactions, and 
copies and translations of foreign applications) for a redacted copy 
of an application for publication, are so onerous they frustrate the 
purpose of the statute. The comments suggested that the Office 
should not require that a redacted copy of an application submitted 
for publication purposes be filed by EFS. One comment also 
suggested that the Office should treat applications for which a 
redacted copy is submitted for publication the same as other 
applications. 


Response: The Office is requiring a copy of the application 
showing redactions in brackets and copies and translations of 
foreign counterpart applications so that the applicant will compare 
the application as redacted to the foreign counterpart applications 
to ensure that any redaction is appropriate. This will help to avoid 
the situation in which an applicant inadvertently redacts material 
that was in fact contained in a foreign counterpart application. The 
Office requires multiple copies of submissions and Office actions 
so that the Office will have an appropriately redacted copy of the 
application that can be provided when the Office needs to provide 
a member of the public with such a copy. The Office requires EFS 
submission of a redacted copy of an application for publication 
because the Office must have the copy submitted via the most 
efficient means available (EFS) since the application will already 
be in the publication cycle by sixteen months from the earliest 
priority date. The Office does not treat applications for which a 
redacted copy is submitted for publication in the same manner as 
other applications because the filing of a redacted copy of an 
application for publication (unlike other applications) places a 
significant burden on the Office. 


Comment 66: One comment suggested that it was not clear how to 
indicate the portion of the redacted contents of an application for 
which a redacted copy is submitted for publication. 


Response: The redacted copy of the application being submitted 
for publication should simply not include the portions that have 
been redacted. The “marked up” copy of the application showing 
the redaction that is submitted for the application file should show 
the portions that have been redacted in brackets. 


Comment 67: One comment suggested that since maintaining the 
file of an application for which a redacted copy of the application 
was submitted for publication in a partially published/partially 
unpublished condition requires exception handling, these appli- 
cants should be charged a significant fee ($500) and not just the 
$130 processing fee set forth in § 1.17(i). 


Response: As indicated above, filing a redacted copy of an 
application for publication and maintaining a set of redacted 
papers in the application does place a significant burden on the 
Office. The $130 processing fee set forth in § 1.17(i), which must 
accompany each submission under § 1.17(d)(1) or § 
1.17(d)(2) (§ 1.17(d)(3)) is considered an appropriate fee for this 
special handling. 


Comment 68: One comment suggested that the certificate of 
mailing provisions of § 1.8 should apply to the filing of materials 
relating to submission of a redacted copy of an application for 
publication (§ 1.217) 


Response: Since the redacted copy of an application for publica- 
tion must be submitted via EFS (and not via the mail), the 
certificate of mailing practice set forth in § 1.8 is inapplicable to 
the submission of a redacted copy of an application for publica- 
tion. In view of the significant burden that filing a redacted copy 
of an application for publication places on the Office, the Office 
considers it appropriate to require such an applicant to provide the 
Office with the document necessary for processing the application 
by means that ensure that such documents are promptly received in 
the Office. 
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Comment 69: One comment suggested that the Office should 
provide an opportunity to correct a defective EFS publication 
submission for voluntary publication or republication of an appli- 
cation, rather than simply refunding the publication fee and not 
publishing the application as provided in § 1.221. 


Response: The Office plans to treat a defective EFS publication 
submission by attempting to contact the submitter (by telephone) 
to obtain correction of the submission (with a new submission that 
is correct). The provision in § 1.221 concerning the refunding of 
the publication fee and not publishing the application will apply in 
those situations in which the Office’s attempts to contact the 
submitter or obtain correction of the EFS submission are unsuc- 
cessful. 


Comment 70: One comment suggested that the Office provide a 
box other than “Box PCT” in § 1.417 for receipt of an 
international publication or copy of an English-language transla- 
tion of an international application under 35 U.S.C. 154(d)(4) to 
avoid the commingling of these papers with other PCT submis- 
sions. 


Response: The Office does not consider a separate box (other than 
“Box PCT”) for copies of an international publication or copies of 
an English language translation of an international application 
under 35 U.S.C. 154(d)(4) to be necessary. The Office will create 
such a separate box in the event that a separate box for copies of 
an international publication or copy of an English language 
translation of an international application under 35 U.S.C. 
154(d)(4) proves to be necessary. 


Comment 71: One comment suggested that the Office draft a rule 
stating what fact situation must exist for an international applica- 
tion to have provisional rights protection in the United States 
(noting PCT Article 29(2)). 


Response: The Office is not charged with administering provi- 
sional rights under 35 U.S.C. 154(d) and the enforcement of 
provisional rights will not be via a proceeding in the Office. 
Therefore, the Office is not promulgating regulations concerning 
what situation must exist for any type of application to have 
provisional rights protection. See 35 U.S.C. 2(b)(2)(A). 


Comment 72: Several comments suggested that the Office clarify 
the following issues concerning the treatment of sequence listings: 
(1) the latest date on which a sequence listing must be submitted 
to avoid a delay in the transfer of an application to the Technology 
Centers (and without reduction of any patent term adjustment); (2) 
whether applications containing sequence listings that do not 
comply with § 1.821 et seq. will be forwarded to the Technology 
Centers for substantive examination (or which requirements of § 
1.821 et_seg. must be complied with before the application is 
forwarded to the Technology Centers for substantive examination); 
(3) whether non-compliance with the sequence listing require- 
ments of § 1.821 et seq. will be treated as strictly as non- 
compliance with the drawings requirements of § 1.84 (and, if so, 
what changes will be implemented to reduce complications asso- 
ciated with the use of sequence listing authoring and submission 
software); and (4) precisely how an applicant is to make a 
reference to a previously filed sequence listing. 


Response: An application will not be transferred to the Technology 
Centers until it contains a sequence listing (if required) that 
complies with § 1.821 et seq. The impact that a delay in filing a 
sequence listing (if required) that complies with § 1.821 et seq. 
will have on patent term adjustment is set forth in 35 U.S.C. 
154(b)(2)(C)(ii) and § 1.704(b). 


Sequence submission software for creating sequence listings is 
available for download, and is available to make it easier to 
comply. Applicants are not required to use this software, and need 
not do so if they feel it does not meet their needs. Applicants are 
only required to follow the format outlined in § 1.821 et seq. 
Applicants may also obtain the “checker” software to check their 
submissions prior to sending them to the Office to reduce the 
chance of errors. This “checker” software is also available for 
download. 
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As discussed above, rather than permit an EFS copy of an 
application being submitted to the Office for eighteen-month 
publication purposes to simply contain a reference to a previously 
filed sequence listing, the Office is requiring that the EFS copy 
contain a text file copy of the sequence listing. 


Classification 


Administrative Procedure Act: The changes to §§ 1.19, 1.76 
and 1.103 were not included in the Notice of Proposed Rulemak- 
ing. The change to § 1.19 merely sets forth the fees for copies of 
patent application publications, the change to § 1.76 merely 
provides that assignee information may be included on the 
application data sheet, and the change to § 1.103 merely sets 
forth the conditions under which the Office will defer examination 
of an application. Therefore, these changes concern only rules of 
Office procedure, and prior notice and an opportunity for public 
comment for these changes is not required pursuant to 5 U.S.C. 
553(b)(A), or any other law. 


Regulatory Flexibility Act: The Chief Counsel for Regulation of 
the Department of Commerce certified to the Chief Counsel for 
Advocacy, Small Business Administration, that the changes in this 
final rule do not have a significant impact on a substantial number 
of small entities (Regulatory Flexibility Act, 5 U.S.C. 605(b)). 
This final rule implements the eighteen-month publication provi- 
sions of §§ 4501 through 4508 of the American Inventors 
Protection Act of 1999. The changes in this final rule provide 
procedures for the eighteen-month publication of patent applica- 
tions. 


An applicant may file a nonpublication request (opt-out of eigh- 
teen-month publication) if the invention disclosed in the applica- 
tion has not and will not be the subject of an application filed in 
another country, or under a multilateral international agreement, 
that requires eighteen-month publication. Since almost all small 
entities file patent applications only in the United States, almost all 
small entities can choose whether they want their applications to 


be subject to eighteen-month publication. The Office receives 
roughly 60,000 applications each year from small entities. Based 
upon input from small entity groups during the legislative process, 
the Office expects that small entities will file a nonpublication 
request for roughly 30,000 applications (fifty percent) with the 
remaining 30,000 applications being subject to eighteen-month 
publication. Since the current application allowance rate is roughly 
sixty-seven percent, roughly 20,000 applications subject to eigh- 
teen-month publication will be allowed, at which time a publica- 
tion fee ($300) will be due. Since the publication fee is less than 
one-third of the combined cost of the application filing fee ($345) 
and patent issue fee ($605), there will not be a significant 
economic impact on a substantial number of small entities due to 
eighteen-month publication. 


Executive Order 13132: This rulemaking does not contain 
policies with federalism implications sufficient to warrant prepa- 
ration of a Federalism Assessment under Executive Order 13132 
(Aug. 4, 1999). 


Executive Order 12866: This rulemaking has been determined to 
be not significant for purposes of Executive Order 12866 (Sept. 30, 
1993). 


Paperwork Reduction Act: This final rule involves information 
collection requirements that are subject to review by the Office of 
Management and Budget (OMB) under the Paperwork Reduction 
Act of 1995 (44 U.S.C. 3501 et seq.). The collections of informa- 
tion involved in this final rule have been reviewed and previously 
approved by OMB under OMB control numbers: 0651-0021, 
0651-0027, 0651-0031, 0651-0032, 0651-0033, and 0651-0034. 


As required by the Paperwork Reduction Act of 1995 (44 U.S.C. 
3507(d)), the United States Patent and Trademark Office submitted 
an information collection package to OMB for its review and 
approval of the information collections under OMB control 
number 0651-0031 and 0651-0032. The United States Patent and 
Trademark Office is submitting these information collections to 
OMB for its review and approval because this final rule adds the 
nonpublication request, rescission of the nonpublication request, 
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electronic filing system copy of the application (for publication 
purposes), copy of the application file content showing redactions, 
and petition to accept a delayed priority claim to these collections. 


As discussed above, this final rule also involves currently ap- 
proved information collections under OMB control numbers: 
0651-0021, 0651-0027, 0651-0033, and 0651-0034. The United 
States Patent and Trademark Office is not resubmitting those 
information collection packages to OMB for its review and 
approval because the changes in this final rule do not affect the 
information collection requirements associated with the informa- 
tion collections under those OMB control numbers. 


The title, description and respondent description of each of the 
information collections are shown below with an estimate of each 
of the annual reporting burdens. Included in each estimate is the 
time for reviewing instructions, gathering and maintaining the data 
needed, and completing and reviewing the collection of informa- 
tion. 


OMB Number: 0651-0021. 

Title: Patent Cooperation Treaty. 

Form Numbers: PCT/RO/101,ANNEX/134/144, PTO-1382, 
PCT/IPEA/401, PCT/IB/328. 

Type of Review: Approved through September of 2000. 

Affected Public: Individuals or Households, Business or Other 
For-Profit Institutions, Federal Agencies or Employees, Not-for- 
Profit Institutions, Small Businesses or Organizations. 

Estimated Number of Respondents: 102,950. 

Estimated Time Per Response: 0.9538 hour. 

Estimated Total Annual Burden Hours: 98,195 hours. 

Needs and Uses: The information collected is required by the 
Patent Cooperation Treaty (PCT). The general purpose of the PCT 
is to simplify the filing of patent applications on the same 
invention in different countries. It provides for a centralized filing 
procedure and a standardized application format. 


OMB Number: 0651-0027. 

Title: Changes in Patent and Trademark Assignment Practices. 

Form Numbers: PTO-1618 and PTO-1619, PTO/SB/15/41. 

Type of Review: Approved through May of 2002. 

Affected Public: Individuals or Households and Businesses or 
Other For-Profit Institutions. 

Estimated Number of Respondents: 209,040. 

Estimated Time Per Response: 0.5 hour. 

Estimated Total Annual Burden Hours: 104,520 hours. 

Needs and Uses: The Office records about 209,040 assignments 
or documents related to ownership of patent and trademark cases 
each year. The Office requires a cover sheet to expedite the 
processing of these documents and to ensure that they are properly 
recorded. 


OMB Number: 0651-0031. 

Title: Patent Processing (Updating). 

Form Numbers: PTO/SB/08/21-27/30-31/42/43/61/62/63/64/ 
67/68/9 1/92/96/97. 

Type of Review: Approved through October of 2002. 

Affected Public: Individuals or Households, Business or Other 
For-Profit Institutions, Not-for-Profit Institutions and Federal Gov- 
ernment. 

Estimated Number of Respondents: 2,231,365. 

Estimated Time Per Response: 0.46 hours. 

Estimated Total Annual Burden Hours: 1,018,736 hours. 

Needs and Uses: During the processing of an application for a 
patent, the applicant/agent may be required or desire to submit 
additional information to the Office concerning the examination of 
a specific application. The specific information required or which 
may be submitted includes: Information Disclosure Statements; 
Terminal Disclaimers; Petitions to Revive; Express Abandon- 
ments; Appeal Notices; Petitions for Access; Powers to Inspect; 
Certificates of Mailing or Transmission; Statements under § 
3.73(b); Amendments, Petitions and their Transmittal Letters; and 
Deposit Account Order Forms. 


OMB Number: 0651-0032. 

Title: Initial Patent Application. 

Form Number: PTO/SB/01-07/13PCT/17-19/29/101-110. 
Type of Review: Approved through October of 2002. 
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Affected Public: Individuals or Households, Business or Other 
For-Profit Institutions, Not-for-Profit Institutions and Federal Gov- 
ernment. 

Estimated Number of Respondents: 334,100. 

Estimated Time Per Response: 8.95 hours. 

Estimated Total Annual Burden Hours: 2,990,260 hours. 

Needs and Uses: The purpose of this information collection is to 
permit the Office to determine whether an application meets the 
criteria set forth in the patent statute and regulations. The standard 
Fee Transmittal form, New Utility Patent Application Transmittal 
form, New Design Patent Application Transmittal form, New Plant 
Patent Application Transmittal form, Declaration, and Plant Patent 
Application Declaration will assist applicants in complying with 
the requirements of the patent statute and regulations, and will 
further assist the Office in processing and examination of the 
application. 


OMB Number: 0651-0033. 

Title: Post Allowance and Refiling. 

Form Numbers: PTO/SB/13/14/44/50-57; PTOL-85b. 

Type of Review: Approved through September of 2000. 

Affected Public: Individuals or Households, Business or Other 
For-Profit Institutions, Not-for-Profit Institutions and Federal Gov- 
ernment. 

Estimated Number of Respondents: 135,250. 

Estimated Time Per Response: 0.325 hour. 

Estimated Total Annual Burden Hours: 43,893 hours. 

Needs and Uses: This collection of information is required to 
administer the patent laws pursuant to title 35, U.S.C., concerning 
the issuance of patents and related actions including correcting 
errors in printed patents, refiling of patent applications, requesting 
reexamination of a patent, and requesting a reissue patent to 
correct an error in a patent. The affected public includes any 
individual or institution whose application for a patent has been 
allowed or who takes action as covered by the applicable rules. 


OMB Number: 0651-0034. 

Title: Secrecy/License to Export. 

Form Numbers: None. 

Type of Review: Approved through January of 2001. 

Affected Public: Individuals or Households, Business or Other 
For-Profit Institutions, Not-for-Profit Institutions and Federal Gov- 
ernment. 

Estimated Number of Respondents: 2,187. 

Estimated Time Per Response: 0.67 hour. 

Estimated Total Annual Burden Hours: 1,476 hours. 

Needs and Uses: In the interest of national security, patent laws 
and regulations place certain limitations on the disclosure of 
information contained in patents and patent applications and on the 
filing of applications for patent in foreign countries. 


The principal impact of the changes in this final rule is to 
implement the changes to Office practice necessitated by §§ 
4501 through 4508 of the American Inventors Protection Act of 
1999 (enacted into law by § 1000(a)(9), Division B, of Pub. L. 
106-113). 


Comments are invited on: (1) whether the collection of informa- 
tion is necessary for proper performance of the functions of the 
agency; (2) the accuracy of the agency’s estimate of the burden; 
(3) ways to enhance the quality, utility, and clarity of the 
information to be collected; and (4) ways to minimize the burden 
of the collection of information to respondents. 


Interested persons are requested to send comments regarding these 
information collections, including suggestions for reducing this 
burden, to Robert J. Spar, Director, Office of Patent Legal 
Administration, United States Patent and Trademark Office, Wash- 
ington, D.C. 20231, or to the Office of Information and Regulatory 
Affairs of OMB, New Executive Office Building, 725 17th Street, 
N.W., Room 10235, Washington, D.C. 20503, Attention: Desk 
Officer for the United States Patent and Trademark Office. 


Notwithstanding any other provision of law, no person is required 
to respond to nor shall a person be subject to a penalty for failure 
to comply with a collection of information subject to the require- 
ments of the Paperwork Reduction Act unless that collection of 
information displays a currently valid OMB control number. 
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List of Subjects 
37 CFR Part 1 


Administrative practice and procedure, Courts, Freedom of Infor- 
mation, Inventions and patents, Reporting and record keeping 
requirements, Small Businesses. 


37 CFR Part 5 
Classified information, foreign relations, inventions and patents. 


For the reasons set forth in the preamble, 37 CFR Parts | and 5 are 
amended as follows: 


PART 1—RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part | continues to read as 
follows: 


Authority: 35 U.S.C. 2(b)(2). 


2. Section 1.9 is amended by revising paragraph (c) to read as 
follows: 


§ 1.9 Definitions. 
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(c) A published application as used in this chapter means an 
application for patent which has been published under 35 U.S.C. 
122(b). 
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3. Section 1.11 is amended by revising paragraph (a) to read as 
follows: 


§ 1.11 Files open to the public. 


(a) The specification, drawings, and all papers relating to the file 
of an abandoned published application, except if a redacted copy 
of the application was used for the patent application publication, 
a patent, or a statutory invention registration are open to inspection 
by the public, and copies may be obtained upon the payment of the 
fee set forth in § 1.19(b)(2). See § 2.27 for trademark files. 
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4. Section 1.12 is amended by revising paragraphs (a)(1) and (b) to 
read as follows: 


§ 1.12 Assignment records open to public inspection. 


(a)(1) Separate assignment records are maintained in the United 
States Patent and Trademark Office for patents and trademarks. 
The assignment records, relating to original or reissue patents, 
including digests and indexes (for assignments recorded on or after 
May 1, 1957) published patent applications, and assignment 
records relating to pending or abandoned trademark applications 
and to trademark registrations (for assignments recorded on or 
after January 1, 1955) are open to public inspection at the United 
States Patent and Trademark Office, and copies of those assign- 
ment records may be obtained upon request and payment of the fee 
set forth in § 1.19 and § 2.6 of this chapter. 
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(b) Assignment records, digests, and indexes relating to any 
pending or abandoned patent application which has not been 
published under 35 U.S.C. 122(b) are not available to the public. 
Copies of any such assignment records and related information 
shall be obtainable only upon written authority of the applicant or 
applicant’s assignee or attorney or agent or upon a showing that 
the person seeking such information is a bona fide prospective or 
actual purchaser, mortgagee, or licensee of such application, unless 
it shall be necessary to the proper conduct of business before the 
Office or as provided in this part. 
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5. Section 1.13 is revised to read as follows: 
§ 1.13 Copies and certified copies. 


(a) Non-certified copies of patents, patent application publica- 
tions, and trademark registrations and of any records, books, 
papers, or drawings within the jurisdiction of the United States 
Patent and Trademark Office and open to the public, will be 
furnished by the United States Patent and Trademark Office to any 
person, and copies of other records or papers will be furnished to 
persons entitled thereto, upon payment of the appropriate fee. 


(b) Certified copies of patents, patent application publications, 
and trademark registrations and of any records, books, papers, or 
drawings within the jurisdiction of the United States Patent and 
Trademark Office and open to the public or persons entitled thereto 
will be authenticated by the seal of the United States Patent and 
Trademark Office and certified by the Commissioner, or in his or 
her name attested by an officer of the United States Patent and 
Trademark Office authorized by the Commissioner, upon payment 
of the fee for the certified copy. 


6. Section 1.14 is amended by revising paragraphs (a), (b), (c), (e), 
(i) and (j) to read as follows: 


§ 1.14 Patent applications preserved in confidence. 


(a) Confidentiality of patent application information. Patent 
applications that have not been published under 35 U.S.C. 122(b) 
are generally preserved in confidence pursuant to 35 U.S.C. 
122(a). Information concerning the filing, pendency, or subject 
matter of an application for patent, including status information, 
and access to the application, will only be given to the public as set 
forth in § 1.11 or in this section. 

(1) Status information is: 

(i) Whether the application is pending, abandoned, or patented; 

(ii) Whether the application has been published under 35 U.S.C. 
122(b); and 

(iii) The application “numerical identifier” which may be: 

(A) The eight-digit application number (the two-digit series 
code plus the six-digit serial number); or 

(B) The six-digit serial number plus any one of the filing date of 
the national application, the international filing date, or date of 
entry into the national stage. 

(2) Access is defined as providing the application file for review 
and copying of any material in the application file. 

(b) When status information may be supplied. Status informa- 
tion of an application may be supplied by the Office to the public 
if any of the following apply: 

(1) Access to the application is available pursuant to paragraph 
(e) of this section; 

(2) The application is referred to by its numerical identifier in a 
published patent document (e.g., a U.S. patent, a U.S. patent 
application publication, or an international application publica- 
tion), or in a U.S. application open to public inspection (§ 
1.11(b), or paragraph (e)(2)(i) or (e)(2)(ii) of this section); 

(3) The application is a published international application in 
which the United States of America has been indicated as a 
designated state; or 

(4) The application claims the benefit of the filing date of an 
application for which status information may be provided pursuant 
to paragraphs (b)(1) through (b)(3) of this section. 

(c) When copies may be supplied 

e. A copy of an application-as-filed or a file wrapper and 
contents may be supplied by the Office to the public, subject to 
paragraph (i) of this section (which addresses international appli- 
cations), if any of the following apply: 

(1) Application-as-filed. 

(i) If a U.S. patent application publication or patent incorporates 
by reference, or includes a specific reference under 35 U.S.C. 
119(e) or 120 to, a pending or abandoned application, a copy of 
that application-as-filed may be provided to any person upon 
written request including the fee set forth in § 1.19(b)(1); or 

(ii) If an international application, which designates the U.S. and 
which has been published in accordance with PCT Article 21(2), 
incorporates by reference or claims priority under PCT Article 8 to 
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a pending or abandoned U.S. application, a copy of that applica- 
tion-as-filed may be provided to any person upon written request 
including a showing that the publication of the application in 
accordance with PCT Article 21(2) has occurred and that the U.S. 
was designated, and upon payment of the appropriate fee set forth 
in § 1.19(b)(1). 

(2) File wrapper and contents. A copy of the specification, 
drawings, and all papers relating to the file of an abandoned or 
pending published application may be provided to any person 
upon written request, including the fee set forth in § 1.19(b)(2). 
If a redacted copy of the application was used for the patent 
application publication, the copy of the specification, drawings, 
and papers may be limited to a redacted copy. 
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(e) Public access to a pending or abandoned application. Access 
to an application may be provided to any person, subject to 
paragraph (i) of this section, if a written request for access is 
submitted, the application file is available, and any of the follow- 
ing apply: 

(1) The application is open to public inspection pursuant to § 
1.11(b); or 

(2) The application is abandoned, it is not within the file jacket 
of a pending application under § 1.53(d), and it is referred to: 

(i) In a U.S. patent application publication or patent; 

(ii) In another U.S. application which is open to public inspec- 
tion either pursuant to § 1.11(b) or paragraph (e)(2)(i) of this 
section; or 

(iii) In an international application which designates the U.S. 
and is published in accordance with PCT Article 21(2). 
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(i) International applications. 

(1) Copies of international application files for international 
applications which designate the U.S. and which have been 
published in accordance with PCT Article 21(2), or copies of a 
document in such application files, will be furnished in accordance 
with PCT Articles 30 and 38 and PCT Rules 94.2 and 94.3, upon 
written request including a showing that the publication of the 
application has occurred and that the U.S. was designated, and 
upon payment of the appropriate fee (see§ 1.19(b)(2) or (b)(3)), 
if: 


(i) With respect to the Home Copy, the international application 
was filed with the U.S. Receiving Office; 

(ii) With respect to the Search Copy, the U.S. acted as the 
International Searching Authority; or 

(iii) With respect to the Examination Copy, the United States 
acted as the International Preliminary Examining Authority, an 
International Preliminary Examination Report has issued, and the 
United States was elected. 

(2) Acopy of an English language translation of an international 
application which has been filed in the United States Patent and 
Trademark Office pursuant to 35 U.S.C. 154(2)(d)(4) will be 
furnished upon written request including a showing that the 
publication of the application in accordance with PCT Article 
21(2) has occurred and that the U.S. was designated, and upon 
payment of the appropriate fee (§ 1.19(b)(2) or § 1.19(b)(3)). 

(3) Access to international application files for international 
applications which designate the U.S. and which have been 
published in accordance with PCT Article 21(2), or copies of a 
document in such application files, will be furnished in accordance 
with PCT Articles 30 and 38 and PCT Rules 94.2 and 94.3, upon 
written request including a showing that the publication of the 
application has occurred and that the U.S. was designated. 

(4) In accordance with PCT Article 30, copies of an interna- 
tional application-as-filed under paragraph (c)(1) of this section 
will not be provided prior to the international publication of the 
application pursuant to PCT Article 21(2). 

(5) Access to international application files under paragraphs (e) 
and (i)(3) of this section will not be permitted with respect to the 
Examination Copy in accordance with PCT Article 38. 

(j) Access or copies in other circumstances. The Office, either 
sua sponte or on petition, may also provide access or copies of all 
or part of an application if necessary to carry out an Act of 
Congress or if warranted by other special circumstances. Any 
petition by a member of the public seeking access to, or copies of, 
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all or part of any pending or abandoned application preserved in 
confidence pursuant to paragraph (a) of this section, or any related 
papers, must include: 

(1) The fee set forth in § 1.17(h); and 

(2) A showing that access to the application is necessary to carry 
out an Act of Congress or that special circumstances exist which 
warrant petitioner being granted access to all or part of the 
application. 


7. Section 1.17 is amended by revising the section heading and 
paragraphs (h), (i), (1), (m) and (p) and adding paragraph (t) to read 
as follows: 


§ 1.17 Patent application and reexamination processing fees. 
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(h) For filing a petition under one of the following sections 
which refers to this paragraph 

§ 1.12—for access to an assignment record. 

§ 1.14—for access to an application. 

§ 1.47—for filing by other than all the inventors or a person not 
the inventor. 

§ 1.53(e)—1o accord a filing date. 
1.59—for expungement and return of information. 
.84—for accepting color drawings or photographs. 
.91—for entry of a model or exhibit. 
102—to make an application special. 
103(a)—to suspend action in an application. 

§ 1.138(c)—to expressly abandon an application to avoid 
publication. 

§ 1.182—for decision on a question not specifically provided 
for. 

§ 1.183—to suspend the rules. 

§ 1.295—for review of refusal to publish a statutory invention 
registration. 

§ 1.313—1to withdraw an application from issue. 

§ 1.314—1o defer issuance of a patent. 

§ 1.377—for review of decision refusing to accept and record 
payment of a maintenance fee filed prior to expiration of a patent. 

§ 1.378(e)—for reconsideration of decision on petition refusing 
to accept delayed payment of maintenance fee in an expired patent. 
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§ 1.644(e)—for petition in an interference. 

§ 1.644(f)—for request for reconsideration of a decision on 
petition in an interference. 

§ 1.666(b)—for access to an interference settlement agreement 


§ 1.666(c)—for late filing of interference settlement agreement. 


§ 1.741(b)—to accord a filing date to an application under 
§ 1.740 for extension of a patent term. 

§ 5.12—for expedited handling of a foreign filing license. 
§ 5.15—for changing the scope of a license. 

§ 5.25—for retroactive license. 

(i) Processing fee for taking action under one of the following 
sections which refers to this paragraph 

§ 1.28(c)(3)—for processing a non-itemized fee deficiency 
based on an error in small entity status. 

§ 1.41—for supplying the name or names of the inventor or 
inventors after the filing date without an oath or declaration as 
prescribed by § 1.63, except in provisional applications. 

§ 1.48—for correcting inventorship, except in provisional ap- 
plications. 

§ 1.52(d)—for processing a nonprovisional application filed 
with a specification in a language other than English. 

§ 1.53(b)(3)—1to convert a provisional application filed under 
§ 1.53(c) into a nonprovisional application under § 1.53(b). 

§ 1.55—for entry of late priority papers. 

§ 1.99(e)—for processing a belated submission under § 1.99. 


§ 1.103(b)—for requesting limited suspension of action, con- 
tinued prosecution application (§ 1.53(d)). 

§ 1.103(c)—for requesting limited suspension of action, request 
for continued examination (§ 1.114). 

§ 1.103(d)—for requesting deferred examination of an applica- 
tion. 
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§ 1.217—for processing a redacted copy of a paper submitted in 
the file of an application in which a redacted copy was submitted 
for the patent application publication. 

§ 1.221—for requesting voluntary publication or republication 
of an application. 

§ 1.497(d)—for filing an oath or declaration pursuant to 35 
U.S.C. 371(c)(4) naming an inventive entity different from the 
inventive entity set forth in the international stage. 

§ 3.81—for a patent to issue to assignee, assignment submitted 
after payment of the issue fee. 
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(1) For filing a petition for the revival of an unavoidably 
abandoned application under 35 U.S.C. 111, 133, 364, or 371, for 
the unavoidably delayed payment of the issue fee under 35 U.S.C. 
151, or for the revival of an unavoidably terminated reexamination 
proceeding under 35 U.S.C. 133 (§ 1.137(a)): 

By a small entity (§ 1.27(a)) 

By other than a small entity 


(m) For filing a petition for revival of an unintentionally 
abandoned application, for the unintentionally delayed payment of 
the fee for issuing a patent, or for the revival of an unintentionally 
terminated reexamination proceeding under 35 U.S.C. 41(a)(7) 
(§ 1.137(b)): 

By a small entity (§ 1.27(a)) 


By other than a small entity $1,240.00 
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(p) For an information disclosure statement under § 1.97(c) or 
(d) or a submission under § 1.99 


ke KKK 


(t) For the acceptance of an unintentionally delayed claim for 
priority under 35 U.S.C. 119, 120, 121, or 365(a) or (c) (§§ 1.55 
and 1.78) $1,240.00 


8. Section 1.18 is amended by adding paragraph (d) to read as 
follows: 


§ 1.18 Patent post-allowance (including issue) fees. 
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(d) Publication fee $300.00 
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9. Section 1.19 is amended by revising paragraph (a) to read as 
follows: 


§ 1.19 Document supply fees. 
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(a) Uncertified copies of patent application publications and 
patents: 

(1) Printed copy of the paper portion of a patent application 
publication or patent, including a design patent, statutory invention 
registration, or defensive publication document: 

(1) Regular service, which includes preparation of copies by the 
Office within two to three business days and delivery by United 
States Postal Service or to an Office Box; and preparation of copies 
by the Office within one business day of receipt and delivery by 
electronic means (e.g., facsimile, electronic mail) 

(ii) Next business day delivery to Office Box ................ $6.00 

(iii) Expedited delivery by commercial delivery service . $25.00 

(2) Printed copy of a plant patent in color ’ 

(3) Color copy of a patent (other than a plant patent) or statutory 
invention registration containing a color drawing 


* xe * * 


10. Section 1.24 is removed and reserved. 
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§ 1.24 [Reserved] 


11. Section 1.52 is amended by revising paragraph (d) to read as 
follows: 


§ 1.52 Language, paper, writing, margins, compact disc speci- 
fications. 
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(d) A nonprovisional or provisional application may be filed in 
a language other than English. 

(1) Nonprovisional application. If a nonprovisional application 
is filed in a language other than English, an English language 
translation of the non-English language application, a statement 
that the translation is accurate, and the processing fee set forth in 
§ 1.17(i) are required. If these items are not filed with the 
application, applicant will be notified and given a period of time 
within which they must be filed in order to avoid abandonment. 

(2) Provisional application. If a provisional application is filed 
in a language other than English, an English language translation 
of the non-English language provisional application will not be 
required in the provisional application. See§ 1.78(a) for the 
requirements for claiming the benefit of such provisional applica- 
tion in a nonprovisional application. 


*e EEE 


12. Section 1.55 is amended by revising paragraph (a) and adding 
paragraph (c) to read as follows: 


§ 1.55 Claim for foreign priority. 


(a) An applicant in a nonprovisional application may claim the 
benefit of the filing date of one or more prior foreign applications 
under the conditions specified in 35 U.S.C. 119(a) through (d), 
172, and 365(a). 

(1)G) In an original application filed under 35 U.S.C. 111(a), the 
claim for priority must be presented during the pendency of the 
application, and within the later of four months from the actual 
filing date of the application or sixteen months from the filing date 
of the prior foreign application. This time period is not extendable. 
The claim must identify the foreign application for which priority 
is claimed, as well as any foreign application for the same subject 
matter and having a filing date before that of the application for 
which priority is claimed, by specifying the application number, 
country (or intellectual property authority), day, month, and year 
of its filing. The time period in this paragraph does not apply to an 
application for a design patent. 

(ii) In an application that entered the national stage from an 
international application after compliance with 35 U.S.C. 371, the 
claim for priority must be made during the pendency of the 
application and within the time limit set forth in the PCT and the 
Regulations under the PCT. 

(2) The claim for priority and the certified copy of the foreign 
application specified in 35 U.S.C. 119(b) or PCT Rule 17 must, in 
any event, be filed before the patent is granted. If the claim for 
priority or the certified copy of the foreign application is filed after 
the date the issue fee is paid, it must be accompanied by the 
processing fee set forth in § 1.17(i), but the patent will not 
include the priority claim unless corrected by a certificate of 
correction under 35 U.S.C. 255 and § 1.323. 

(3) When the application becomes involved in an interference 
(§ 1.630), when necessary to overcome the date of a reference 
relied upon by the examiner, or when deemed necessary by the 
examiner, the Office may require that the claim for priority and the 
certified copy of the foreign application be filed earlier than 
provided in paragraphs (a)(1) or (a)(2) of this section. 

(4) An English language translation of a non-English language 
foreign application is not required except when the application is 
involved in an interference (§ 1.630), when necessary to over- 
come the date of a reference relied upon by the examiner, or when 
specifically required by the examiner. If an English language 
translation is required, it must be filed together with a statement 
that the translation of the certified copy is accurate. 
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(c) Unless such claim is accepted in accordance with the 
provisions of this paragraph, any claim for priority under 35 
U.S.C. 119(a)-(d) or 365(a) not presented within the time period 
provided by paragraph (a) of this section is considered to have 
been waived. If a claim for priority under 35 U.S.C. 119(a)-(d) or 
365(a) is presented after the time period provided by paragraph (a) 
of this section, the claim may be accepted if the claim identifying 
the prior foreign application by specifying its application number, 
country (or intellectual property authority), and the day, month, 
and year of its filing was unintentionally delayed. A petition to 
accept a delayed claim for priority under 35 U.S.C. 119(a)-(d) or 
365(a) must be accompanied by: 

(1) The surcharge set forth in § 1.17(t); and 

(2) A statement that the entire delay between the date the claim 
was due under paragraph (a)(1) of this section and the date the 
claim was filed was unintentional. The Commissioner may require 
additional information where there is a question whether the delay 
was unintentional. 


13. Section 1.72 is amended by revising paragraph (a) to read as 
follows: 


§ 1.72 Title and abstract. 


(a) The title of the invention may not exceed 500 characters in 
length and must be as short and specific as possible. Characters 
that cannot be captured and recorded in the Office’s automated 
information systems may not be reflected in the Office’s records in 
such systems or in documents created by the Office. Unless the 
title is supplied in an application data sheet (§ 1.76), the title of 
the invention should appear as a heading on the first page of the 
specification. 
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14. Section 1.76 is amended by adding a new paragraph (b)(7) to 
read as follows: 


§ 1.76 Application data sheet. 


ee K SE 
(b) * * * 


(7) Assignee information. This information includes the name 
(either person or juristic entity) and address of the assignee of the 
entire right, title, and interest in an application. Providing this 
information in the application data sheet does not substitute for 
compliance with any requirement of part 3 of this chapter to have 
an assignment recorded by the Office. 


* ee * 


15. Section 1.78 is amended by revising paragraphs (a)(2), (a)(3), 
and (a)(4), and adding new paragraphs (a)(5) and (a)(6) to read as 
follows: 


§ 1.78 Claiming benefit of earlier filing date and cross refer- 
ences to other applications. 


ann? ** 


(2) Except for a continued prosecution application filed under 
§ 1.53(d), any nonprovisional application claiming the benefit of 
one or more prior filed copending nonprovisional applications or 
international applications designating the United States of America 
must contain a reference to each such prior application, identifying 
it by application number (consisting of the series code and serial 
number) or international application number and international 
filing date and indicating the relationship of the applications. This 
reference must be submitted during the pendency of the applica- 
tion, and within the later of four months from the actual filing date 
of the application or sixteen months from the filing date of the 
prior application. This time period is not extendable. Unless the 
reference required by this paragraph is included in an application 
data sheet (§ 1.76), the specification must contain or be amended 
to contain such reference in the first sentence following the title. If 
the application claims the benefit of an international application, 
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the first sentence of the specification must include an indication of 
whether the international application was published under PCT 
Article 21(2) in English (regardless of whether benefit for such 
application is claimed in the application data sheet). The request 
for a continued prosecution application under § 1|.53(d) is the 
specific reference required by 35 U.S.C. 120 to the prior applica- 
tion. The identification of an application by application number 
under this section is the specific reference required by 35 U.S.C 
120 to every application assigned that application number. Cross 
references to other related applications may be made when 
appropriate (see § 1.14). Except as provided in paragraph (a)(3) 
of this section, the failure to timely submit the reference required 
by 35 U.S.C. 120 and this paragraph 1s considered a waiver of any 
benefit under 35 U.S.C. 120, 121, or 365(c) to such prior 
application. The time period set forth in this paragraph does not 
apply to an application for a design patent. 

(3) If the reference required by 35 U.S.C. 120 and paragraph 
(a)(2) of this section is presented in a nonprovisional application 
after the time period provided by paragraph (a)(2) of this section, 
the claim under 35 U.S.C. 120, 121, or 365(c) for the benefit of a 
prior filed copending nonprovisional application or international 
application designating the United States of America may be 
accepted if the reference identifying the prior application by 
application number or international application number and inter- 
national filing date was unintentionally delayed. A petition to 
accept an unintentionally delayed claim under 35 U.S.C. 120, 121, 
or 365(c) for the benefit of a prior filed application must be 
accompanied by: 

(i) The surcharge set forth in § 1.17(t); and 

(ii) A statement that the entire delay between the date the claim 
was due under paragraph (a)(2) of this section and the date the 
claim was filed was unintentional. The Commissioner may require 
additional information where there is a question whether the delay 
was unintentional. 

(4) A nonprovisional application other than for a design patent 
may claim an invention disclosed in one or more prior filed 
provisional applications. In order for a nonprovisional application 
to claim the benefit of one or more prior filed provisional 
applications, each prior provisional application must name as an 
inventor at least one inventor named in the later filed nonprovi- 
sional application and disclose the named inventor's invention 
claimed in at least one claim of the later filed nonprovisional 
application in the manner provided by the first paragraph of 35 
U.S.C. 112. In addition, each prior provisional application must be 
entitled to a filing date as set forth in § 1.53(c), and the basic 
filing fee set forth in § 1.16(k) must be paid within the time 
period set forth in § 1.53(g). 

(5) Any nonprovisional application claiming the benefit of one 
or more prior filed copending provisional applications must 
contain a reference to each such prior provisional application, 
identifying it as a provisional application, and including the 
provisional application number (consisting of series code and 
serial number), and, if the provisional application is filed in a 
language other than English, an English language translation of the 
non-English language provisional application and a statement that 
the translation is accurate. This reference and English language 
translation of a non-English language provisional application must 
be submitted during the pendency of the nonprovisional applica- 
tion, and within the later of four months from the actual filing date 
of the nonprovisional application or sixteen months from the filing 
date of the prior provisional application. This time period is not 
extendable. Unless the reference required by this paragraph is 
included in an application data sheet (§ 1.76), the specification 
must contain or be amended to contain such reference in the first 
sentence following the title. Except as provided in paragraph (a)(6) 
of this section, the failure to timely submit the reference and 
English language translation of a non-English language provi- 
sional application required by 35 U.S.C. 119(e) and this paragraph 
is considered a waiver of any benefit under 35 U.S.C. 119(e) to 
such prior provisional application 

(6) If the reference or English language translation of a 
non-English language provisional application required by 35 
U.S.C. 119(e) and paragraph (a)(5) of this section is presented in 
a nonprovisional application after the time period provided by 
paragraph (a)(5) of this section, the claim under 35 U.S.C. 119(e) 
for the benefit of a prior filed provisional application may be 
accepted during the pendency of the nonprovisional application if 
the reference identifying the prior application by provisional 
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application number and any English language translation of a 
non-English language provisional application were unintentionally 
delayed. A petition to accept an unintentionally delayed claim 
under 35 U.S.C. 119(e) for the benefit of a prior filed provisional 
application must be accompanied by: 

(i) The surcharge set forth in § 1.17(t); and 

(ii) A statement that the entire delay between the date the claim 
was due under paragraph (a)(5) of this section and the date the 
claim was filed was unintentional. The Commissioner may require 
additional information where there is a question whether the delay 
was unintentional. 


16. Section 1.84 is amended by revising paragraphs (a)(2), (e), and 
(j) to read as follows: 


§ 1.84 Standards for drawings. 


lac 


(2) Color. On rare occasions, color drawings may be necessary 
as the only practical medium by which to disclose the subject 
matter sought to be patented in a utility or design patent applica- 
tion or the subject matter of a statutory invention registration. The 
color drawings must be of sufficient quality such that all details in 
the drawings are reproducible in black and white in the printed 
patent. Color drawings are not permitted in international applica- 
tions (see PCT Rule 11.13), or in an application, or copy thereof, 
submitted under the Office electronic filing system. The Office will 
accept color drawings in utility or design patent applications and 
statutory invention registrations only after granting a petition filed 
under this paragraph explaining why the color drawings are 
necessary. Any such petition must include the following: 

(i) The fee set forth in § 1.17(h); 

(ii) Three (3) sets of color drawings; 

(iii) A black and white photocopy that accurately depicts, to the 
extent possible, the subject matter shown in the color drawing; and 

(iv) An amendment to the specification to insert (unless the 
specification contains or has been previously amended to contain) 
the following language as the first paragraph of the brief descrip- 
tion of the drawings: 


“The patent or application file contains at least one drawing 
executed in color. Copies of this patent or patent application 
publication with color drawing(s) will be provided by the Office 
upon request and payment of the necessary fee.“ 
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(e) Type of paper. Drawings submitted to the Office must be 
made on paper which is flexible, strong, white, smooth, non-shiny, 
and durable. All sheets must be reasonably free from cracks, 
creases, and folds. Only one side of the sheet may be used for the 
drawing. Each sheet must be reasonably free from erasures and 
must be free from alterations, overwritings, and interlineations. 
Photographs must be developed on paper meeting the sheet-size 
requirements of paragraph (f) of this section and the margin 
requirements of paragraph (g) of this section. See paragraph (b) of 
this section for other requirements for photographs. 


a 


(j) Front page view. The drawing must contain as many views as 
necessary to show the invention. One of the views should be 
suitable for inclusion on the front page of the patent application 
publication and patent as the illustration of the invention. Views 
must not be connected by projection lines and must not contain 
center lines. Applicant may suggest a single view (by figure 
number) for inclusion on the front page of the patent application 
publication and patent. 


ee 


17. Section 1.85 is amended by revising paragraph (a) to read as 
follows: 
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§ 1.85 Corrections to drawings. 


(a) A utility or plant application will not be placed on the files 
for examination until objections to the drawings have been 
corrected. Except as provided in § 1.215(c), any patent applica- 
tion publication will not include drawings filed after the applica- 
tion has been placed on the files for examination. Unless applicant 
is otherwise notified in an Office action, objections to the drawings 
in a utility or plant application will not be held in abeyance, and a 
request to hold objections to the drawings in abeyance will not be 
considered a bona fide attempt to advance the application to final 
action (§ 1.135(c)). If a drawing in a design application meets the 
requirements of § 1.84(e), (f), and (g) and is suitable for 
reproduction, but is not otherwise in compliance with § 1.84, the 
drawing may be admitted for examination. 


18. Section 1.98 is amended by revising paragraphs (a)(2) and (b) 
to read as follows: 


§ 1.98 Content of information disclosure statement. 
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(a) * 


(2) A legible copy of: 

(i) Each U.S. patent application publication and U.S. and 
foreign patent; 

(ii) Each publication or that portion which caused it to be listed: 

(iii) For each cited pending U.S. application, the application 
specification including the claims, and any drawing of the appli- 
cation, or that portion of the application which caused it to be 
listed including any claims directed to that portion; and 

(iv) All other information or that portion which caused it to be 
listed; and 


(b)(1) Each U.S. patent listed in an information disclosure 
statement must be identified by inventor, patent number, and issue 
date. 

(2) Each U.S. patent application publication listed in an infor- 
mation disclosure statement shall be identified by applicant, patent 
application publication number, and publication date. 

(3) Each U.S. application listed in an information disclosure 
statement must be identified by the inventor, application number, 
and filing date. 

(4) Each foreign patent or published foreign patent application 
listed in an information disclosure statement must be identified by 
the country or patent office which issued the patent or published 
the application, an appropriate document number, and the publi- 
cation date indicated on the patent or published application. 

(5) Each publication listed in an information disclosure state- 
ment must be identified by publisher, author (if any), title, relevant 
pages of the publication, date, and place of publication. 


**e Ke *K * 
19. A new § 1.99 is added to read as follows: 
§ 1.99 Third-party submission in published application. 


(a) A submission by a member of the public of patents or 
publications relevant to a pending published application may be 
entered in the application file if the submission complies with the 
requirements of this section and the application is still pending 
when the submission and application file are brought before the 
examiner. 

(b) A submission under this section must identify the application 
to which it is directed by application number and include: 

(1) The fee set forth in § 1.17(p); 

(2) A list of the patents or publications submitted for consider- 
ation by the Office, including the date of publication of each patent 
or publication; 

(3) Acopy of each listed patent or publication in written form or 
at least the pertinent portions; and 
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(4) An English language translation of all the necessary and 
pertinent parts of any non-English language patent or publication 
in written form relied upon. 

(c) The submission under this section must be served upon the 
applicant in accordance with § 1.248. 

(d) A submission under this section shall not include any 
explanation of the patents or publications, or any other informa- 
tion. The Office will dispose of such explanation or information if 
included in a submission under this section. A submission under 
this section is also limited to ten total patents or publications. 

(e) A submission under this section must be filed within two 
months from the date of publication of the application (§ 
1.215(a)) or prior to the mailing of a notice of allowance (§ 
1.311), whichever is earlier. Any submission under this section not 
filed within this period is permitted only when the patents or 
publications could not have been submitted to the Office earlier, 
and must also be accompanied by the processing fee set forth in 
§ 1.17(i). A submission by a member of the public to a pending 
published application that does not comply with the requirements 
of this section will be returned or discarded. 

(f) A member of the public may include a self-addressed 
postcard with a submission to receive an acknowledgment by the 
Office that the submission has been received. A member of the 
public filing a submission under this section will not receive any 
communications from the Office relating to the submission other 
than the return of a self- addressed postcard. In the absence of a 
request by the Office, an applicant has no duty to, and need not, 
reply to a submission under this section. No further submission on 
behalf of the member of the public will be considered, unless such 
submission raises new issues which could not have been earlier 
presented. 


20. Section 1.103 is amended by redesignating paragraphs (d) 
through (f) as (e) through (g) and adding a new paragraph (d) to 
read as follows: 


§ 1.103 Suspension of action by the Office. 
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(d) Deferral of examination. On request of the applicant, the 
Office may grant a deferral of examination under the conditions 
specified in this paragraph for a period not extending beyond three 
years from the earliest filing date for which a benefit is claimed 
under title 35, United States Code. A request for deferral of 
examination under this paragraph must include the publication fee 
set forth in § 1.18(d) and the processing fee set forth in § 
1.17(i). A request for deferral of examination under this paragraph 
will not be granted unless: 

(1) The application is an original utility or plant application filed 
under § 1.53(b) or resulting from entry of an international 
application into the national stage after compliance with § 1.494 
or § 1.495; 

(2) The applicant has not filed a nonpublication request under 
§ 1.213(a), or has filed a request under § 1.213(b) to rescind a 
previously filed nonpublication request; 

(3) The application is in condition for publication as provided in 
§ 1.211(c); and 

(4) The Office has not issued either an Office action under 35 
U.S.C. 132 or a notice of allowance under 35 U.S.C. 151. 


21. Section 1.104 is amended by removing paragraph (a)(5) and 
revising paragraph (d)(1) to read as follows: 


§ 1.104 Nature of Examination. 
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(d) Citation of references. 

(1) If domestic patents are cited by the examiner, their numbers 
and dates, and the names of the patentees will be stated. If 
domestic patent application publications are cited by the examiner, 
their publication number, publication date, and the names of the 
applicants will be stated. If foreign published applications or 
patents are cited, their nationality or country, numbers and dates, 
and the names of the patentees will be stated, and such other data 





1243 TMOG 342 
(122) 


will be furnished as may be necessary to enable the applicant, or 
in the case of a reexamination proceeding, the patent owner, to 
identify the published applications or patents cited. In citing 
foreign published applications or patents, in case only a part of the 
document is involved, the particular pages and sheets containing 
the parts relied upon will be identified. If printed publications are 
cited, the author (if any), title, date, pages or plates, and place of 
publication, or place where a copy can be found, will be given. 


** ee * 


22 Section 1.130 is amended by revising its heading and para- 
graph (a) to read as follows: 


§ 1.130 Affidavit or declaration to disqualify commonly owned 
patent or published application as prior art. 


(a) When any claim of an application or a patent under 
reexamination is rejected under 35 U.S.C. 103 on a U.S. patent or 
U.S. patent application publication which is not prior art under 35 
U.S.C. 102(b), and the inventions defined by the claims in the 
application or patent under reexamination and by the claims in the 
patent or published application are not identical but are not 
patentably distinct, and the inventions are owned by the same 
party, the applicant or owner of the patent under reexamination 
may disqualify the patent or patent application publication as prior 
art. The patent or patent application publication can be disqualified 
as prior art by submission of: 

(1) A terminal disclaimer in accordance with § 1.321(c); and 

(2) An oath or declaration stating that the application or patent 
under reexamination and patent or published application are 
currently owned by the same party, and that the inventor named in 
the application or patent under reexamination is the prior inventor 
under 35 U.S.C. 104. 
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23. Section 1.131 is amended by revising paragraph (a) to read as 
follows: 


§ 1.131 Affidavit or declaration of prior invention. 


(a) When any claim of an application or a patent under 
reexamination is rejected, the inventor of the subject matter of the 
rejected claim, the owner of the patent under reexamination, or the 
party qualified under §§ 1.42, 1.43, or 1.47, may submit an 
appropriate oath or declaration to establish invention of the subject 
matter of the rejected claim prior to the effective date of the 
reference or activity on which the rejection is based. The effective 
date of a U.S. patent, U.S. patent application publication, or 
international application publication under PCT Article 21(2) is the 
earlier of its publication date or date that it is effective as a 
reference under 35 U.S.C. 102(e). Prior invention may not be 
established under this section in any country other than the United 
States, a NAFTA country, or a WTO member country. Prior 
invention may not be established under this section before Decem- 
ber 8, 1993, in a NAFTA country other than the United States, or 
before January 1, 1996, in a WTO member country other than a 
NAFTA country. Prior invention may not be established under this 
section if either: 

(1) The rejection is based upon a U.S. patent or U.S. patent 
application publication of a pending or patented application to 
another or others which claims the same patentable invention as 
defined in § 1.601(n); or 

(2) The rejection is based upon a statutory bar. 
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24. Section 1.132 is revised to read as follows: 


§ 1.132 Affidavits or declarations traversing rejections or 
objections. 


When any claim of an application or a patent under reexami- 
nation is rejected or objected to, any evidence submitted to 
traverse the rejection or objection on a basis not otherwise 
provided for must be by way of an oath or declaration under this 
section. 
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25. Section 1.137 is revised to read as follows: 


§ 1.137 Revival of abandoned application, terminated reexami- 
nation proceeding, or lapsed patent. 


(a) Unavoidable. If the delay in reply by applicant or patent 
owner was unavoidable, a petition may be filed pursuant to this 
paragraph to revive an abandoned application, a reexamination 
proceeding terminated under§§ 1.550(d) or 1.957(b) or (c), or a 
lapsed patent. A grantable petition pursuant to this paragraph must 
be accompanied by: 

(1) The reply required to the outstanding Office action or notice, 
unless previously filed; 

(2) The petition fee as set forth in § 1.17(1); 

(3) A showing to the satisfaction of the Commissioner that the 
entire delay in filing the required reply from the due date for the 
reply until the filing of a grantable petition pursuant to this 
paragraph was unavoidable; and 

(4) Any terminal disclaimer (and fee as set forth in § 1.20(d)) 
required pursuant to paragraph (d) of this section. 

(b) Unintentional. If the delay in reply by applicant or patent 
owner was unintentional, a petition may be filed pursuant to this 
paragraph to revive an abandoned application, a reexamination 
proceeding terminated under §§ 1.550(d) or 1.957(b) or (c), or 
a lapsed patent. A grantable petition pursuant to this paragraph 
must be accompanied by: 

(1) The reply required to the outstanding Office action or notice, 
unless previously filed; 

(2) The petition fee as set forth in § 1.17(m); 

(3) A statement that the entire delay in filing the required reply 
from the due date for the reply until the filing of a grantable 
petition pursuant to this paragraph was unintentional. The Com- 
missioner may require additional information where there is a 
question whether the delay was unintentional; and 

(4) Any terminal disclaimer (and fee as set forth in § 1.20(d)) 
required pursuant to paragraph (d) of this section. 

(c) Reply. In a nonprovisional application abandoned for failure 
to prosecute, the required reply may be met by the filing of a 
continuing application. In a nonprovisional utility or plant appli- 
cation filed on or after June 8, 1995, and abandoned for failure to 
prosecute, the required reply may also be met by the filing of a 
request for continued examination in compliance with § 1.114. 
In an application or patent, abandoned or lapsed for failure to pay 
the issue fee or any portion thereof, the required reply must include 
payment of the issue fee or any outstanding balance. In an 
application, abandoned for failure to pay the publication fee, the 
required reply must include payment of the publication fee. 

(d) Terminal disclaimer. (1) Any petition to revive pursuant to 
this section in a design application must be accompanied by a 
terminal disclaimer and fee as set forth in § 1.321 dedicating to 
the public a terminal part of the term of any patent granted thereon 
equivalent to the period of abandonment of the application. Any 
petition to revive pursuant to this section in either a utility or plant 
application filed before June 8, 1995, must be accompanied by a 
terminal disclaimer and fee as set forth in § 1.321 dedicating to 
the public a terminal part of the term of any patent granted thereon 
equivalent to the lesser of: 

(i) The period of abandonment of the application; or 

(ii) The period extending beyond twenty years from the date on 
which the application for the patent was filed in the United States 
or, if the application contains a specific reference to an earlier filed 
application(s) under 35 U.S.C. 120, 121, or 365(c), from the date 
on which the earliest such application was filed. 

(2) Any terminal disclaimer pursuant to paragraph (d)(1) of this 
section must also apply to any patent granted on a continuing 
utility or plant application filed before June 8, 1995, or a 
continuing design application, that contains a specific reference 
under 35 U.S.C. 120, 121, or 365(c) to the application for which 
revival is sought. 

(3) The provisions of paragraph (d)(1) of this section do not 
apply to applications for which revival is sought solely for 
purposes of copendency with a utility or plant application filed on 
or after June 8, 1995, to lapsed patents, or to reexamination 
proceedings. 

(e) Request for reconsideration. Any request for reconsideration 
or review of a decision refusing to revive an abandoned applica- 
tion, a terminated reexamination proceeding, or lapsed patent upon 
petition filed pursuant to this section, to be considered timely, must 
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be filed within two months of the decision refusing to revive or 
within such time as set in the decision. Unless a decision indicates 
otherwise, this time period may be extended under: 

(1) The provisions of § 1.136 for an abandoned application or 
lapsed patent; 

(2) The provisions of § 1.550(c) for a terminated ex_parte 
reexamination proceeding filed under § 1.510; or 

(3) The provisions of § 1.956 for a terminated inter partes 
reexamination proceeding filed under § 1.913. 

(f) Abandonment for failure to notify the Office of a foreign 
filing: A nonprovisional application abandoned pursuant to 35 
U.S.C. 122(b)(2)(B)(iii) for failure to timely notify the Office of 
the filing of an application in a foreign country or under a 
multinational treaty that requires publication of applications eigh- 
teen months after filing, may be revived only pursuant to para- 
graph (b) of this section. The reply requirement of paragraph (c) of 
this section is met by the notification of such filing in a foreign 
country or under a multinational treaty, but the filing of a petition 
under this section will not operate to stay any period for reply that 
may be running against the application. 

(g) Provisional applications. A provisional application, aban- 
doned for failure to timely respond to an Office requirement, may 
be revived pursuant to this section. Subject to the provisions of 35 
U.S.C. 119(e)(3) and § 1.7(b), a provisional application will not 
be regarded as pending after twelve months from its filing date 
under any circumstances. 


26. Section 1.138 is amended by revising paragraph (a) and adding 
paragraph (c) to read as follows: 


§ 1.138 Express abandonment. 


(a) An application may be expressly abandoned by filing a 
written declaration of abandonment identifying the application in 
the United States Patent and Trademark Office. Express abandon- 
ment of the application may not be recognized by the Office before 
the date of issue or publication unless it is actually received by 
appropriate officials in time to act. 
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(c) An applicant seeking to abandon an application to avoid 
publication of the application (see § 1.211(a)(1)) must submit a 
declaration of express abandonment by way of a petition under this 
section including the fee set forth in § 1.17(h) in sufficient time 
to permit the appropriate officials to recognize the abandonment 
and remove the application from the publication process. Appli- 
cant should expect that the petition will not be granted and the 
application will be published in regular course unless such 
declaration of express abandonment and petition are received by 
the appropriate officials more than four weeks prior to the 
projected date of publication. 


27. Section 1.165 is amended by revising paragraph (b) to read as 
follows: 


§ 1.165 Plant drawings. 
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(b) The drawings may be in color. The drawing must be in color 
if color is a distinguishing characteristic of the new variety. Two 
copies of color drawings or photographs and a black and white 
photocopy that accurately depicts, to the extent possible, the 
subject matter shown in the color drawing or photograph must be 
submitted. 


28. A new, undesignated center heading and new sections 1.211, 
1.213, 1.215, 1.217, 1.219, and 1.221 are added to Subpart 
B-National Processing Provisions to read as follows: 
PUBLICATION OF APPLICATIONS 
§ 1.211 Publication of applications. 
(a) Each U.S. national application for patent filed in the Office 


under 35 U.S.C. 111(a) and each international application in 
compliance with 35 U.S.C. 371 will be published promptly after 
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the expiration of a period of eighteen months from the earliest 
filing date for which a benefit is sought under title 35, United 
States Code, unless: 

(1) The application is recognized by the Office as no longer 
pending; 

(2) The application is national security classified (see § 
5.2(c)), subject to a secrecy order under 35 U.S.C. 181, or under 
national security review; 

(3) The application has issued as a patent in sufficient time to be 
removed from the publication process; or 

(4) The application was filed with a nonpublication request in 
compliance with § 1.213(a). 

(b) Provisional applications under 35 U.S.C. 111(b) shall not be 
published, and design applications under 35 U.S.C. chapter 16 and 
reissue applications under 35 U.S.C. chapter 25 shall not be 
published under this section. 

(c) An application filed under 35 U.S.C. 111(a) will not be 
published until it includes the basic filing fee (§ 1.16(a) or 
1.16(g)), any English translation required by § 1.52(d), and an 
executed oath or declaration under § 1.63. The Office may delay 
publishing any application until it includes a specification having 
papers in compliance with § 1.52 and an abstract (§ 1.72(b)), 
drawings in compliance with § 1.84, and a sequence listing in 
compliance with §§ 1.821 through 1.825 (if applicable), and 
until any petition under § 1.47 is granted. 

(d) The Office may refuse to publish an application, or to include 
a portion of an application in the patent application publication 
(§ 1.215), if publication of the application or portion thereof 
would violate Federal or state law, or if the application or portion 
thereof contains offensive or disparaging material. 

(e) The publication fee set forth in § 1.18(d) must be paid in 
each application published under this section before the patent will 
be granted. If an application is subject to publication under this 
section, the sum specified in the notice of allowance under § 
1.311 will also include the publication fee which must be paid 
within three months from the date of mailing of the notice of 
allowance to avoid abandonment of the application. This three- 
month period is not extendable. If the application is not published 
under this section, the publication fee (if paid) will be refunded. 


§ 1.213 Nonpublication request. 


(a) If the invention disclosed in an application has not been and 
will not be the subject of an application filed in another country, or 
under a multilateral international agreement, that requires publi- 
cation of applications eighteen months after filing, the application 
will not be published under 35 U.S.C. 122(b) and § 1.211 
provided: 

(1) A request (nonpublication request) is submitted with the 
application upon filing; 

(2) The request states in a conspicuous manner that the 
application is not to be published under 35 U.S.C. 122(b); 

(3) The request contains a certification that the invention 
disclosed in the application has not been and will not be the subject 
of an application filed in another country, or under a multilateral 
international agreement, that requires publication at eighteen 
months after filing; and 

(4) The request is signed in compliance with § 1.33(b). 

(b) The applicant may rescind a nonpublication request at any 
time. A request to rescind a nonpublication request under para- 
graph (a) of this section must: 

(1) Identify the application to which it is directed; 

(2) State in a conspicuous manner that the request that the 
application is not to be published under 35 U.S.C. 122(b) is 
rescinded; and 

(3) Be signed in compliance with § 1.33(b). 

(c) If an applicant who has submitted a nonpublication request 
under paragraph (a) of this section subsequently files an applica- 
tion directed to the invention disclosed in the application in which 
the nonpublication request was submitted in another country, or 
under a multilateral international agreement, that requires publi- 
cation of applications eighteen months after filing, the applicant 
must notify the Office of such filing within forty-five days after the 
date of the filing of such foreign or international application. The 
failure to timely notify the Office of the filing of such foreign or 
international application shall result in abandonment of the appli- 
cation in which the nonpublication request was submitted (35 
U.S.C. 122(b)(2)(B (iii). 
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§ 1.215 Patent application publication. 


(a) The publication of an application under 35 U.S.C. 122(b) 
shall include a patent application publication. The date of publi- 
cation shall be indicated on the patent application publication. The 
patent application publication will be based upon the application 
papers deposited on the filing date of the application, as well as the 
executed oath or declaration submitted to complete the application, 
and any application papers or drawings submitted in reply to a 
preexamination notice requiring a title and abstract in compliance 
with § 1.72, application papers in compliance with § 1.52, 
drawings in compliance with § 1.84, or a sequence listing in 
compliance with §§ 1.821 through 1.825, except as otherwise 
provided in this section. The patent application publication will not 
include any amendments, including preliminary amendments, 
unless applicant supplies a copy of the application containing the 
amendment pursuant to paragraph (c) of this section. 


(b) If applicant wants the patent application publication to 
include assignee information, the applicant must include the 
assignee information on the application transmittal sheet or the 
application data sheet (§ 1.76). Assignee information may not be 
included on the patent application publication unless this informa- 
tion is provided on the application transmittal sheet or application 
data sheet included with the application on filing. Providing this 
information on the application transmittal sheet or the application 
data sheet does not substitute for compliance with any requirement 
of part 3 of this chapter to have an assignment recorded by the 
Office. 


(c) At applicant’s option, the patent application publication will 
be based upon the copy of the application (specification, drawings, 
and oath or declaration) as amended during examination, provided 
that applicant supplies such a copy in compliance with the Office 
electronic filing system requirements within one month of the 
actual filing date of the application or fourteen months of the 
earliest filing date for which a benefit is sought under title 35, 
United States Code, whichever is later. 


(d) If the copy of the application submitted pursuant to 
paragraph (c) of this section does not comply with the Office 
electronic filing system requirements, the Office will publish the 
application as provided in paragraph (a) of this section. If, 
however, the Office has not started the publication process, the 
Office may use an untimely filed copy of the application supplied 
by the applicant under paragraph (c) of this section in creating the 
patent application publication. 


§ 1.217 Publication of a redacted copy of an application. 


(a) If an applicant has filed applications in one or more foreign 
countries, directly or through a multilateral international agree- 
ment, and such foreign-filed applications or the description of the 
invention in such foreign-filed applications is less extensive than 
the application or description of the invention in the application 
filed in the Office, the applicant may submit a redacted copy of the 
application filed in the Office for publication, eliminating any part 
or description of the invention that is not also contained in any of 
the corresponding applications filed in a foreign country. The 
Office will publish the application as provided in § 1.215(a) 
unless the applicant files a redacted copy of the application in 
compliance with this section within sixteen months after the 
earliest filing date for which a benefit is sought under title 35, 
United States Code. 


(b) The redacted copy of the application must be submitted in 
compliance with the Office electronic filing system requirements. 
The title of the invention in the redacted copy of the application 
must correspond to the title of the application at the time the 
redacted copy of the application is submitted to the Office. If the 
redacted copy of the application does not comply with the Office 
electronic filing system requirements, the Office will publish the 
application as provided in § 1.215(a). 


(c) The applicant must also concurrently submit in paper (§ 
1.52(a)) to be filed in the application: 


(1) A certified copy of each foreign-filed application that 
corresponds to the application for which a redacted copy is 
submitted; 


OFFICIAL GAZETTE 


Fesruary 20, 2001 


(2) A translation of each such foreign-filed application that is in 
a language other than English, and a statement that the translation 
is accurate; 


(3) A marked-up copy of the application showing the redactions 
in brackets; and 


(4) A certification that the redacted copy of the application 
eliminates only the part or description of the invention that is not 
contained in any application filed in a foreign country, directly or 
through a multilateral international agreement, that corresponds to 
the application filed in the Office. 


(d) The Office will provide a copy of the complete file wrapper 
and contents of an application for which a redacted copy was 
submitted under this section to any person upon written request 
pursuant to § 1.14(c)(2), unless applicant complies with the 
requirements of paragraphs (d)(1), (d)(2), and (d)(3) of this 
section. 


(1) Applicant must accompany the submission required by 
paragraph (c) of this section with the following: 


(i) A copy of any Office correspondence previously received by 
applicant including any desired redactions, and a second copy of 
all Office correspondence previously received by applicant show- 
ing the redacted material in brackets; and 


(ii) A copy of each submission previously filed by the applicant 
including any desired redactions, and a second copy of each 
submission previously filed by the applicant showing the redacted 
material in brackets. 


(2) In addition to providing the submission required by para- 
graphs (c) and (d)(1) of this section, applicant must: 


(i) Within one month of the date of mailing of any correspon- 
dence from the Office, file a copy of such Office correspondence 
including any desired redactions, and a second copy of such Office 
correspondence showing the redacted material in brackets; and 


(ii) With each submission by the applicant, include a copy of 
such submission including any desired redactions, and a second 
copy of such submission showing the redacted material in brack- 
ets. 


(3) Each submission under paragraph (d)(1) or (d)(2) of this 
paragraph must also be accompanied by the processing fee set 
forth in § 1.17(i) and a certification that the redactions are 
limited to the elimination of material that is relevant only to the 
part or description of the invention that was not contained in the 
redacted copy of the application submitted for publication. 

(e) The provisions of § 1.8 do not apply to the time periods set 
forth in this section. 


§ 1.219 Early publication. 


Applications that will be published under § 1.211 may be 
published earlier than as set forth in § 1.211(a) at the request of 
the applicant. Any request for early publication must be accom- 
panied by the publication fee set forth in § 1.18(d). If the 
applicant does not submit a copy of the application in compliance 
with the Office electronic filing system requirements pursuant to 
§ 1.215(c), the Office will publish the application as provided in 
§ 1.215(a). No consideration will be given to requests for 
publication on a certain date, and such requests will be treated as 
a request for publication as soon as possible. 


§ 1.221 Voluntary publication or republication of patent 
application publication. 


(a) Any request for publication of an application filed before, but 
pending on, November 29, 2000, and any request for republication 
of an application previously published under § 1.211, must 
include a copy of the application in compliance with the Office 
electronic filing system requirements and be accompanied by the 
publication fee set forth in § 1.18(d) and the processing fee set 
forth in § 1.17(i). If the request does not comply with the 
requirements of this paragraph or the copy of the application does 
not comply with the Office electronic filing system requirements, 
the Office will not publish the application and will refund the 
publication fee. 
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(b) The Office will grant a request for a corrected or revised 
patent application publication other than as provided in paragraph 
(a) of this section only when the Office makes a material mistake 
which is apparent from Office records. Any request for a corrected 
or revised patent application publication other than as provided in 
paragraph (a) of this section must be filed within two months from 
the date of the patent application publication. This period is not 
extendable. 


29. Section 1.291 is amended by revising paragraph (a)(1) to read 
as follows: 


§ 1.291 Protests by the public against pending applications. 


(a) * * * 


(1) The protest is submitted prior to the date the application was 
published or the mailing of a notice of allowance under § 1.311, 
whichever occurs first; and 


ese ERE 


30. Section 1.292 is amended by revising paragraph (b)(3) to read 
as follows: 


§ 1.292 Public use proceedings. 


*e ee 
(b) * * * 


(3) The petition is submitted prior to the date the application was 
published or the mailing of a notice of allowance under § 1.311, 
whichever occurs first. 
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31. Section 1.311 is revised to read as follows: 
§ 1.311 Notice of allowance. 


(a) If, on examination, it appears that the applicant is entitled to 
a patent under the law, a notice of allowance will be sent to the 
applicant at the correspondence address indicated in § 1.33. The 
notice of allowance shall specify a sum constituting the issue fee 
which must be paid within three months from the date of mailing 
of the notice of allowance to avoid abandonment of the applica- 
tion. The sum specified in the notice of allowance may also include 
the publication fee, in which case the issue fee and publication fee 
(§ 1.211(f)) must both be paid within three months from the date 
of mailing of the notice of allowance to avoid abandonment of the 
application. This three- month period is not extendable. 

(b) An authorization to charge the issue or other post-allowance 
fees set forth in § 1.18 to a deposit account may be filed in an 
individual application only after mailing of the notice of allow- 
ance. The submission of either of the following after the mailing of 
a notice of allowance will operate as a request to charge the correct 
issue fee to any deposit account identified in a previously filed 
authorization to charge fees: 

(1) An incorrect issue fee; or 

(2) A completed Office-provided issue fee transmittal form 
(where no issue fee has been submitted). 


32. A new § 1.417 is added to read as follows: 
§ 1.417. Submission of translation of international application. 


The submission of the international publication or an English 
language translation of an international application pursuant to 35 
U.S.C. 154(d)(4) must clearly identify the international application 
to which it pertains (§ 1.5(a)) and, unless it is being submitted 
pursuant to § 1.494 or § 1.495, be clearly identified as a 
submission pursuant to 35 U.S.C. 154(d)(4). Otherwise, the 
submission will be treated as a filing under 35 U.S.C. 111(a). Such 
submissions should be marked “Box PCT.” 


33. Section 1.494 is amended by revising paragraph (f) to read as 
follows: 
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§ 1.494 Entering the national stage in the United States of 
America as a Designated Office. 
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(f) The documents and fees submitted under paragraphs (b) and 
(c) of this section must, except for a copy of the international 
publication or translation of the international application that is 
identified as provided in § 1.417, be clearly identified as a 
submission to enter the national stage under 35 U.S.C. 371. 
Otherwise, the submission will be considered as being made under 
35 U.S.C. 111(a). 
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34. Section 1.495 is amended by revising paragraph (g) to read as 
follows: 


§ 1.495 Entering the national stage in the United States of 
America as an Elected Office. 
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(g) The documents and fees submitted under paragraphs (b) and 
(c) of this section must, except for a copy of the international 
publication or translation of the international application that is 
identified as provided in § 1.417, be clearly identified as a 
submission to enter the national stage under 35 U.S.C. 371. 
Otherwise, the submission will be considered as being made under 
35 U.S.C. 111(a). 


eR K 


PART 5—SECRECY OF CERTAIN INVENTIONS AND LI- 
CENSES TO EXPORT AND FILE APPLICATIONS IN FOR- 
EIGN COUNTRIES 


35. The authority citation for 37 CFR Part 5 is revised to read as 
follows: 


Authority: 35 U.S.C. 2(b)(2), 41, 181-188, as amended by the 
Patent Law Foreign Filing Amendments Act of 1988, Pub. L. 
100-418, 102 Stat. 1567; the Arms Export Control Act, as 
amended, 22 U.S.C. 2751 et seq.; the Atomic Energy Act of 1954, 
as amended, 42 U.S.C. 2011 et seq.; the Nuclear Non Proliferation 
Act of 1978, 22 U.S.C. 3201 et seq.; and the delegations in the 
regulations under these Acts to the Commissioner (15 CFR 
370.10(j), 22 CFR 125.04, and 10 CFR 810.7). 


36. Section 5.1 is amended by revising paragraph (e) to read as 
follows: 


§ 5.1 Applications and correspondence involving national 
security. 
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(e) An application will not be published under § 1.211 of this 
chapter or allowed under § 1.311 of this chapter if publication or 
disclosure of the application would be detrimental to national 
security. An application under national security review will not be 
published at least until six months from its filing date or three 
months from the date the application was referred to a defense 
agency, whichever is later. A national security classified patent 
application will not be published under § 1.211 of this chapter or 
allowed under § 1.311 of this chapter until the application is 
declassified and any secrecy order under § 5.2(a) has been 
rescinded. 


*e ee * 


September 12, 2000 Q. TODD DICKINSON 
Under Secretary of Commerce for 
Intellectual Property and 

Director of the United States Patent and 


Trademark Office 


[1239 OG 63] 
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(123) DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
37 CFR Part 1 
RIN 0651-AB06 


Changes to Implement Patent Term Adjustment 
under Twenty-Year Patent Term 


AGENCY: United States Patent and Trademark Office, Com- 
merce. 


ACTION: Final rule. 


SUMMARY: The United States Patent and Trademark Office 
(Office) is revising the rules of practice in patent cases to 
implement certain provisions of the American Inventors Protection 
Act of 1999. These provisions of the American Inventors Protec- 
tion Act of 1999 provide patent term adjustment to compensate 
patentees for certain delays in the application examination process. 


DATES: EFFECTIVE DATES: Sections 1.702 through 1.705 and 
the amendment to § 1.701 are effective [Insert date 30 days after 
the date of publication in the FEDERAL REGISTER]. The 
amendment to 1.18 is effective [Insert date 60 days after the date 
of publication in the FEDERAL REGISTER]. 


APPLICABILITY DATE: Section 1.701 applies to original (non- 
reissue) patents issued on applications (other than for a design 
patent) filed on or after June 8, 1995, and before May 29, 2000. 
Sections 1.702 through 1.705 apply to original applications (other 
than for a design patent) filed on or after May 29, 2000, and to 
patents issued on such applications. 


FOR FURTHER INFORMATION CONTACT: Karin L. Ty- 
son, Robert W. Bahr, or Robert A. Clarke by telephone at (703) 
305-1383, or by mail addressed to: Box Comments-Patents, 
Commissioner for Patents, Washington, D.C. 20231, or by fac- 
simile to (703) 872-9411 or (703) 308-6916, marked to the 
attention of Karin L. Tyson. 


SUPPLEMENTARY INFORMATION: The American Inven- 
tors Protection Act of 1999 (Title IV of the Intellectual Property 
and Communications Omnibus Reform Act of 1999 (S. 1948) as 
introduced in the 106th Congress on November 17, 1999) was 
incorporated and enacted into law on November 29, 1999, by § 
1000(a)(9), Division B, of Pub. L. 106-113, 113 Stat. 1501 (1999). 
The American Inventors Protection Act of 1999 contains a number 
of changes to title 35, United States Code. This final rule changes 
the rules of practice to implement the provisions of §§ 4401 and 
4402 of the American Inventors Protection Act of 1999. These 
provisions are effective on the date that is six months after the date 
of enactment of the American Inventors Protection Act of 1999 
(May 29, 2000) and apply to original (non-reissue) applications, 
other than for a design patent, filed on or after the date that is six 
months after the date of enactment of the American Inventors 
Protection Act of 1999 (May 29, 2000) 


Section 532(a)(1) of the Uruguay Round Agreements Act (Pub. L. 
103-465, 108 Stat. 4809 (1994)) amended 35 U.S.C. 154 to 
provide that the term of patent protection begins on the date of 
patent grant and ends on the date twenty years from the filing date 
of the application, or the earliest filing date for which a benefit is 
claimed under 35 U.S.C. 120, 121, or 365(c). Pub. L. 103-465 also 
contained provisions, codified at 35 U.S.C. 154(b), for patent term 
extension due to certain examination delays. 


Section 4402 of the American Inventors Protection Act of 1999 
amends 35 U.S.C. 154(b)(1) to provide day-by-day patent term 
adjustment if the Office fails, within specified time periods, to: (1) 
initially act on the application; (2) respond to a reply or appeal to 
the Board of Patent Appeals and Interferences by the applicant; (3) 
act on an application after a decision by the Board of Patent 
Appeals and Interferences or a Federal court where at least one 
allowable claim remains in the application; or (4) issue the 
application after the issue fee is paid in reply to a notice of 
allowance and all outstanding requirements are satisfied (35 
U.S.C. 154(b)(1)(A)). Section 4402 of the American Inventors 
Protection Act of 1999 aiso amends 35 U.S.C. 154(b)(1) to provide 
day-by-day patent term adjustment if, subject to a number of 
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limitations, the Office fails to issue a patent within three years of 
the actual filing date of the application (35 U.S.C. 154(b)(1)(B)). 
Section 4402 of the American Inventors Protection Act of 1999 
also amends 35 U.S.C. 154(b)(1) to provide day-by-day patent 
term adjustment for delays due to interference proceedings under 
35 U.S.C. 135(a), imposition of a secrecy order under 35 U.S.C. 
181, or successful appellate review by the Board of Patent Appeals 
and Interferences or a Federal court (35 U.S.C. 154(b)(1)(C)). 


Section 4402 of the American Inventors Protection Act of 1999 
amends 35 U.S.C. 154(b)(2) to place limitations on the period of 
patent term adjustment granted under 35 U.S.C. 154(b)(1). First, to 
the extent that the periods of delay attributed to the grounds 
specified in 35 U.S.C. 154(b)(1) overlap, the period of adjustment 
shall not exceed the actual number of days the issuance of the 
patent was delayed. Second, no patent, the term of which has been 
disclaimed beyond a specified date, may be adjusted under 35 
U.S.C. 154(b) beyond the expiration date specified in the dis- 
claimer. Third, the period of patent term adjustment under 35 
U.S.C. 154(b)(1) shall be reduced by a period equal to the period 
of time during which the applicant failed to engage in reasonable 
efforts to conclude prosecution (or processing or examination) of 
the application. Section 4402 of the American Inventors Protection 
Act of 1999, however, does not contain any limit (e.g., of five or 
ten years) on the total extension or adjustment that may be granted 
under 35 U.S.C. 154(b). 


An applicant is deemed to have failed to engage in reasonable 
efforts to conclude prosecution of an application with respect to 
any patent term adjustment under 35 U.S.C. 154(b)(1)(B) (failure 
to issue a patent within three years of the actual filing date of the 
application) for the cumulative total of any periods of time in 
excess of three months that are taken to reply to a notice of any 
rejection, objection, argument, or other request, measuring the 
three-month period from the date the notice was mailed or given. 
In addition, 35 U.S.C. 154(b)(2) directs the Office to prescribe 
regulations establishing the circumstances that constitute a failure 
of the applicant to engage in reasonable efforts to conclude 
processing or examination of an application. 


Section 4402 of the American Inventors Protection Act of 1999 
also amends 35 U.S.C. 154(b)(3) to establish procedures for patent 
term adjustment determinations. 35 U.S.C. 154(b)(3) directs the 
Office to prescribe regulations establishing procedures for the 
application for and determination of patent term adjustment under 
35 U.S.C. 154(b). 35 U.S.C. 154(b)(3), however, requires the 
Office to: (1) make a patent term adjustment determination and 
transmit a notice of that determination with the notice of allow- 
ance; and (2) provide the applicant with one opportunity to request 
reconsideration of that patent term adjustment determination. 35 
U.S.C. 154(b)(3) also provides that the Office shall reinstate al! or 
part of the cumulative period of time of an adjustment reduced 
under 35 U.S.C. 154(b)(2)(C) (for failure to reply to a notice of 
any rejection, objection, argument, or other request within three 
months of the date the notice was mailed or given) if, prior to 
issuance of the patent, the applicant makes a showing that, in spite 
of all due care, the applicant was unable to reply within the 
three-month period, except that the Office may not reinstate more 
than three additional months for each reply beyond the original 
three-month period. Section 4402 of the American Inventors 
Protection Act of 1999 also amends 35 U.S.C. 154(b)(3) to provide 
that the Office shall proceed to grant the patent after completing its 
patent term adjustment determination and amends 35 U.S.C. 
154(b)(4) to provide for judicial review in the event that the 
applicant is dissatisfied with that patent term adjustment determi- 
nation. 


Section 4405(a) of the American Inventors Protection Act of 1999 
provides that 4402 shall take effect on the date that is six months 
after the date of enactment of the American Inventors Protection 
Act of 1999 (May 29, 2000) and shall apply to any application 
(other than for a reissue or design) filed on or after the date that is 
six months after the date of enactment of the American Inventors 
Protection Act of 1999 (May 29, 2000). Therefore, patents (other 
than reissue or design) issued on applications filed on or after June 
8, 1995, but before May 29, 2000, are subject to the patent term 
extension provisions of 35 U.S.C. 154(b) as amended by § 
532(a)(1) of Pub. L. 103-465 and 1.701, whereas patents (other 
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than reissue or design) issued on applications filed on or after May 
29, 2000, are subject to the patent term adjustment provisions of 
35 U.S.C. 154(b) as amended by § 4402 of the American Inventors 
Protection Act of 1999. 


The filing date of a continued prosecution application (CPA) under 
§ 1.53(d) is the date that the request for CPA is filed (§ 1.53(d)(2)), 
even though the Office uses the filing date of the prior application 
for identification purposes. Therefore, the patent term adjustment 
provisions of 35 U.S.C. 154(b) as amended by § 4402 of the 
American Inventors Protection Act of 1999 apply to any CPA filed 
on or after May 29, 2000, regardless of the filing date of the prior 
application of the CPA. While an applicant may file a continuing 
application under 1.53(b) on or after May 29, 2000, for the 
application to be subject to the patent term adjustment provisions 
of 35 U.S.C. 154(b) as amended by § 4402 of the American 
Inventors Protection Act of 1999, an applicant need only file a CPA 
under § 1.53(d) on or after May 29, 2000, for the application to be 
subject to the patent term adjustment provisions of 35 U.S.C. 
154(b) as amended by § 4402 of the American Inventors Protec- 
tion Act of 1999. The filing of a CPA on or after May 29, 2000, 
does not, however, entitle an applicant to receive term adjustment 
for Office delays before the filing date of the CPA (i.e., before May 
29, 2000). 


The Office published a notice proposing changes to the rules of 
practice to implement the provisions of § 4402 of the American 
Inventors Protection Act of 1999. See Changes to Implement 


Patent Term Adjustment Under Twenty-Year Patent Term, Notice 


of Proposed Rulemaking, 65 FR 17215 (Mar. 31, 2000), 1233 Off. 


ing). This final rule adopts changes to the rules of practice to 
implement the provisions of § 4402 of the American Inventors 
Protection Act of 1999. 


Section 4732 of the American Inventors Protection Act of 1999 
changed (among other things) the title “Commissioner” to “Direc- 
tor.” The title “Commissioner,” however, is not being changed to 
“Director” where it appears in the rules of practice involved in this 
final rule because legislation is pending before Congress that (if 
enacted) would restore the former title “Commissioner.” See 
Intellectual Property Technical Amendments Act of 2000, H.R. 
4870, 106th Cong. (2000). 


Discussion of Specific Rules 


Sections 1.18(e) and (f) are added to set forth the fees for filing an 
application for patent term adjustment under § 1.705, and for filing 
a request for reinstatement of all or part of the term reduced 
pursuant to § 1.704(b) in an application for patent term adjustment 
under § 1.705. The fees in § 1.18(e) and (f) are set to recover the 
estimated average cost to the Office for processing and evaluating 
an application for patent term adjustment under 1.705, and for 
processing and evaluating a request under 35 U.S.C. 154(b)(3)(C) 
for reinstatement of the term reduced under 35 U.S.C. 
154(b)(2)(C), respectively. See 35 U.S.C. 41(d). 


Section 1.18(e) is added to provide a $200 fee for filing an 
application for patent term adjustment under § 1.705. An applica- 
tion for patent term adjustment under § 1.705(b) requires the 
Office to calculate the applicable patent term adjustment to 
determine the correct patent term adjustment. Handling such 
applications for patent term adjustment will involve careful record 
review and date calculation, but not a great deal of legal analysis. 
The Office expects them to be as burdensome as petitions of 
medium level complexity. Based upon activity-based cost esti- 
mates (using the costs of treating similar petitions, that is, petitions 
of medium level burden), a $200 fee was determined to be the 
appropriate fee amount for cost-recovery as provided for in 35 
U.S.C. 41(d). 


Section 1.18(f) is added to provide a $400 fee for filing a request 
for reinstatement of all or part of the term reduced pursuant to § 
1.704(b) in an application for patent term adjustment under § 
1.705. The request for reinstatement provided for in § 1.705(c) 
requires the Office to evaluate the merits of the applicant's 
showing that at least one delay occurred in spite of all due care. 
Evaluating such “due care” showings is expected to be as 
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burdensome as evaluating the “unavoidable” delay petitions pro- 
vided for in §§ 1.137(a) and 1.378(b), which are some of the most 
burdensome petitions. Thus, based upon activity-based cost esti- 
mates (using the costs of treating “unavoidable” delay petitions), a 
$400 fee was determined to be the iate fee amount for 
cost-recovery as provided for in 35 U.S.C. 41(d). 


The Office initially proposed a $450 fee for filing a request for 
reinstatement of all or part of the term reduced pursuant to § 
1.704(b) in an application for patent term adjustment under § 
1.705. The Office, however, has since further refined its cost 
estimates for processing and evaluating such requests for reinstate- 
ment and has determined that $400 is the appropriate fee amount 
for cost-recovery as provided for in 35 U.S.C. 41(d). 


Subpart F of 37 CFR Part | is amended to include a first 
undesignated center heading to read “ADJUSTMENT OF 
PATENT TERM DUE TO EXAMINATION DELAY” followed by 
an amended § 1.701 and newly added §§ 1.702 through 1.705 
concerning patent term adjustment under 35 U.S.C. 154(b), and a 
second undesignated center heading to read “EXTENSION OF 
PATENT TERM DUE TO REGULATORY REVIEW” followed 
by current 1.710 et seq. concerning patent term extension under 35 
U.S.C. 156. 


Section 1.701 is amended by revising its heading to indicate that 
its provisions concern the patent term extension provisions of the 
Uruguay Round Agreements Act (Pub. L. 103- 465), and to add a 
paragraph (e) to specify that the provisions of § 1.701 apply only 
to original patents issued on applications filed on or after June 8, 
1995, and before May 29, 2000. As discussed above, the provi- 
sions of 35 U.S.C. 154(b) as amended by § 532(a)(1) of Pub. L. 
103-465 and 1.701 apply to applications (other than for a reissue 
or design patent) filed on or after June 8, 1995, but before May 29, 
2000, and the provisions of 4402 of the American Inventors 
Protection Act of 1999 and §§ 1.702 through 1.705 apply to 
applications (other than for a reissue or design patent) filed on or 
after May 29, 2000. 


Section 1.702 is added to set forth the bases for patent term 
adjustment under 35 U.S.C. 154(b)(1). Section 1.702(a) indicates 
that a patent is entitled to patent term adjustment if the Office fails 
to perform certain acts of examination within specified time 
frames (35 U.S.C. 154(b)(1)(A)). Section 1.702(b) indicates that a 
patent is entitled to patent term adjustment if, subject to a number 
of limitations, the Office fails to issue a patent within three years 
of the actual filing date of the application (35 U.S.C. 
154(b)(1)(B)). Section 1.702(c) indicates that a patent is entitled to 
patent term adjustment if the issuance of the patent was delayed by 
an interference proceeding (35 U.S.C. 154(b)(1)(C)i)). Section 
1.702(d) indicates that a patent is entitled to patent term adjust- 
ment if the issuance of the patent was delayed by the application 
being placed under a secrecy order under 35 U.S.C. 181 (35 U.S.C. 
154(b)(1)(C)(ii)). Section 1.702(e) indicates that a patent is en- 
titled to patent term adjustment if the issuance of the patent was 
delayed by successful appellate review under 35 U.S.C. 134, 141, 
or 145 (35 U.S.C. 154(b)(1)(C)(iii)). Section 1.702(f) provides that 
the provisions of §§ 1.702 through 1.705 apply only to original 
(i.e., non-reissue) applications, except applications for a design 
patent, filed on or after May 29, 2000, and patents issued on such 
applications. 


Section 1.703 specifies the period of adjustment if a patent is 
entitled to patent term adjustment under 35 U.S.C. 154(b)(1) and 
§ 1.702. When a period is indicated (in § 1.703 or 1.704) as 
“beginning” on a particular day, that day is included in the period, 
in that such day is “day one” of the period and not “day zero.” For 
example, a period beginning on April | and ending on April 10 is 
ten (and not nine) days in length. 


35 U.S.C. 154(b)(1)(A) and (B) provide for an adjustment of one 
day for each day after the end of the period set forth in 35 U.S.C. 
154(b)(1)(A)(i), (ii), (iii), (iv), and (B) until the prescribed action 
is taken, whereas 35 U.S.C. 154(b)(1)(C) provides for an adjust- 
ment of one day for each day of the pendency of the proceeding, 
order, or review prescribed in 35 U.S.C. 154(b)(1)(C)(i) through 
(iii). Therefore, the end of the period set forth in §§ 1.703(a) and 
1.703(b) (which correspond to 35 U.S.C. 154(b)(1)(A) and (B)) is 





1243 TMOG 348 
(123) 


“day zero” (not “day one”) as to the period of adjustment, whereas 
the first day of the proceeding, order, or review set forth in §§ 
1.703(c), 1.703(d), and 1.703(e) (which correspond to 35 U.S.C. 
154(b)(1)(C)(i) through (iii)) is “day one” of the period of 
adjustment 


Section 1.703(a) pertains to 35 U.S.C. 154(b)(1)(A) and indicates 
that the period of adjustment under § 1.702(a) is the sum of the 
periods specified in 1.703(a)(1) through § 1.703(a)(6). 


Section 1.703(a)(1) pertains to the provisions of 35 U.S.C. 
154(b)(1)(A)(i). Section 1.703(a)(1) specifies that the period is the 
number of days, if any, beginning on the date after the day that is 
fourteen months after the date on which the application was filed 
under 35 U.S.C. 111(a) or fulfilled the requirements of 35 U.S.C. 
371 in an international application and ending on the mailing date 
of either an action under 35 U.S.C. 132, or a notice of allowance 
under 35 U.S.C. 151, whichever occurs first. A written restriction 
requirement, a written election of species requirement, a require- 
ment for information under § 1.105, an action under Ex parte 
Quayle, 1935 Comm’r Dec. 11 (1935), and a notice of allowability 
(PTOL-37) are each an action issued as a result of the examination 
conducted pursuant to 35 U.S.C. 131. As such, each of these Office 
actions is a notification under 35 U.S.C. 132. Office notices and 
letters issued as part of the pre-examination processing of an 
application are not notices issued as a result of an examination 
conducted pursuant to 35 U.S.C. 131, and thus are not notifications 
under 35 U.S.C. 132. Examples of such notices are: a Notice of 
Incomplete Nonprovisional Application (PTO-1123), a Notice of 
Omitted Item(s) in a Nonprovisional Application (PTO-1669), a 
Notice to File Missing Parts of Application (PTO-1533), a Notice 
of Informal Application (PTO-152), a Notice to File Corrected 
Application Papers Filing Date Granted (PTO-1660), or a Notice 
to Comply with Requirements for Patent Applications Containing 
Nucleotide Sequence and/or Amino Acid Sequence Disclosures 
(PTO-1661). 


Section 1.703(a)(2) pertains to the provisions of 35 U.S.C. 
154(b)(1 (Ai). Section 1.703(a)(2) specifies that the period is the 
number of days, if any, beginning on the day after the date that is 
four months after the date a reply under § 1.111 was filed and 
ending on the mailing date of either an action under 35 U.S.C. 132, 
or a notice of allowance under 35 U.S.C. 151, whichever occurs 
first. 


Section 1.703(a)(3) also pertains to the provisions of 35 U.S.C. 
154(b)(1 (A)(ii). Section 1.703(a)(3) specifies that the period is the 
number of days, if any, beginning on the day after the date that is 
four months after the date a reply in compliance with 1§ .113(c) 
was filed and ending on the date of mailing of either an action 
under 35 U.S.C. 132, or a notice of allowance under 35 U.S.C. 
151, whichever occurs first. A reply under § 1.113 is a reply toa 
final Office action, and a reply in compliance with § 1.113 is a 
reply that cancels all of the rejected claims and removes all 
outstanding objections and requirements or otherwise places the 
application in condition for allowance. Any amendment after final 
that does not cancel all of the rejected claims and remove all 
outstanding objections and requirements or otherwise place the 
application in condition for allowance is not a reply in compliance 
with § 1.113(c). 


Section 1.703(a)(4) also pertains to the provisions of 35 U.S.C. 
154(b)(1 (A)(ii). Section 1.703(a)(4) specifies that the period is the 
number of days, if any, beginning on the day after the date that is 
four months after the date an appeal brief in compliance with § 
1.192 was filed and ending on the mailing date of any of an 
examiner's answer under § 1.193, an action under 35 U.S.C. 132, 
or a notice of allowance under 35 U.S.C. 151, whichever occurs 
first. As discussed below, the phrase “the date on which” an 
‘appeal was taken” in 35 U.S.C. 154(b)(1)(A)(ii) means the date 
on which an appeal brief (and not a notice of appeal) was filed. The 
phrase “appeal brief in compliance with § 1.192" requires that:(1) 
the appeal brief fee ( 1.17(c)) be paid ( § 1.192(a)); and (2) the 
appeal brief complies with § 1.192(c)(1) through (c)(9). 


Section 1.703(a)(5) pertains to the provisions of 35 U.S.C. 
154(b)(1 (Aili). Section 1.703(a)(5) specifies that the period is 
the number of days, if any, beginning on the day after the date that 
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is four months after the date of a final decision by the Board of 
Patent Appeals and Interferences or by a Federal court in an appeal 
under 35 U.S.C. 141 or a civil action under 35 U.S.C. 145 or 146, 
where at least one allowable claim remains in the application and 
ending on the mailing date of either an action under 35 U.S.C. 132, 
or a notice of allowance under 35 U.S.C. 151, whichever occurs 
first. 


For a Board of Patent Appeals and Interferences decision to be a 
“decision by the Board of Patent Appeals and Interferences under 
(35 U.S.C.) 134” within the meaning of 35 U.S.C. 
154(b)(1 (A)(iii) (and § 1.703(a)(5)), the decision must sustain or 
reverse the rejection(s) of the claim(s) on appeal. For a Board of 
Patent Appeals and Interferences decision to be a “decision by the 
Board of Patent Appeals and Interferences under [35 U.S.C.] 135” 
within the meaning of 35 U.S.C. 154(b)(1)(A)(iii) (and § 
1.703(a)(5)), the decision must include a decision on the patent- 
ability of the claims or priority of invention. A remand or other 
administrative order by the Board of Patent Appeals and Interfer- 
ences (even if by a merits panel) is not a “decision” within the 
meaning of 35 U.S.C. 154(b)(1)(A)(iii) (and § 1.703(a)(5)). 


The phrase “final decision” in § 1.703(a)(5) means that: (1) the 
decision is the last decision in the review by the Board of Patent 
Appeals and Interferences (or by a Federal court); and (2) the 
decision does not require further action by the applicant to avoid 
termination of proceedings as to the rejected claims. Thus, a Board 
of Patent Appeals and Interferences decision containing a new 
ground of rejection under § 1.196(b) requires action by the 
applicant to avoid termination of proceedings as to the rejected 
claims and is thus not considered a “final decision” for purposes of 
§ 1.703(a)(S). The phrase “final decision,” however, does not 
require that the decision be final for purposes of judicial review 
(e.g., a Board of Patent Appeals and Interferences decision 
reversing the rejection of all of the claims on appeal is not “final” 
for purposes of judicial review, but (absent a subsequent decision 
by the Board of Patent Appeals and Interferences) is a “final 
decision” for purposes of § 1.703(a)(5)). 


The phrase “allowable claims remain in the application” for 
purposes of 35 U.S.C. 154(b)(1)(A)(iii) means that after the 
decision there is at least one pending claim (for purposes of 
statutory construction, “words importing the plural include the 
singular” (1 U.S.C. 1)) that is not withdrawn from consideration 
and is not subject to a rejection, objection, or other requirement. 
This applies in the following situations: (1) at least one claim is 
allowable (not merely objected to) at the time the examiner's 
answer is mailed and is not canceled before, or made subject to a 
rejection as a result of, the appellate review: or (2) when all of the 
rejections applied to at least one claim are reversed, and such claim 
is not made subject to a rejection, as a result of the appellate 
review. For example: 


(1) If claims 1 and 2 (both independent) are pending, the 
decision affirms the rejection of claim 1, and claim 2 was indicated 
as allowable prior to the appeal, “allowable claims remain in the 
application” for purposes of 35 U.S.C. 154(b)(1)(A)(iii). 

(2) If claims 1 and 2 are pending, the decision affirms the 
rejection of claim 1, and claim 2 was objected to by the examiner 
prior to the appeal as being allowable except for its dependency 
from claim 1, “allowable claims” do not “remain in the applica- 
tion” for purposes of 35 U.S.C. 154(b)(1)(A)Giii) (claim 2 is not 
allowable because there is an outstanding objection to it). 

(3) If claims | and 2 are pending, the decision affirms the 
rejection of claim | and reverses the rejection of claim 2, 
“allowable claims remain in the application” for purposes of 35 
U.S.C. 154(b)(1)(A)(iii) (claim 2 is “allowable” within the mean- 
ing of § 1.703(a)(5) because there is no outstanding objection or 
requirement as to it until the examiner issues a notice under section 
1214.06, paragraph (1)(B) of the Manual of Patent Examining 
Procedure (7th ed.1998) (Rev. 1, Feb. 2000) (MPEP)). 


Section 1.703(a\(6) pertains to the provisions of 35 U.S.C. 
154(b)(1 (A)(iv). Section 1.703(a)(6) specifies that the period is 
the number of days, if any, beginning on the day after the date that 
is four months after the date the issue fee was paid and all 
outstanding requirements were satisfied and ending on the date the 
patent was issued. The date the issue fee was paid and all 
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outstanding requirements were satisfied is the later of the date the 
issue fee was paid or the date all outstanding requirements were 
satisfied. If prosecution in an application is reopened after allow- 
ance (see MPEP 1308), all outstanding requirements are not 
satisfied until the application is again in condition for allowance as 
indicated by the issuance of a new notice of allowance under 35 
U.S.C. 151 (see MPEP 1308) 


Section 1.703(b) pertains to the provisions of 35 U.S.C. 
154(b)(1)(B). Section 1.703(b) indicates that the period of adjust- 
ment under § 1.702(b) is the number of days, if any, in the period 
beginning on the day after the date that is three years after the 
actual filing date of the application and ending on the date a patent 
was issued. Section 1.703(b) also sets forth the limitations on 
patent term adjustment specified in 35 U.S.C. 154(b)(1)(B)(i) and 
(ii). Section 1.703(b) specifically provides that the period of 
adjustment of the term of a patent under § 1.703(b) shall not 
include the period equal to the sum of the following periods: (1) 
the period of pendency consumed by continued examination of the 
application under 35 U.S.C. 132(b) (35 U.S.C. 154(b)(1 (B)(i)); 
(2) the period of pendency consumed by interference proceedings 
(35 U.S.C. 154(b)(1)(B)Gi)); (3) the period of pendency consumed 
by imposition of a secrecy order (35 U.S.C. 154(b)(1)(B)(ii)); and 
(4) the period of pendency consumed by appellate review under 35 
U.S.C. 134, 141, 145, whether successful or unsuccessful (35 
U.S.C. 154(b)(1)(B)Gi)). ~The provisions of 35 U.S.C. 
154(b)(1)(B (iti) concerning the period of pendency consumed by 
delays in the processing of the application requested by the 
applicant are treated in § 1.704 as such delays are also circum- 
stances constituting a failure of an applicant to engage in reason- 
able efforts to conclude processing or examination of an applica- 
tion 


Section 1.703(c) pertains to the provisions of 35 U.S.C. 
154(b)(1 (C)(i). Section § 1.703(c) indicates that the period of 
adjustment under § 1.702(c) is the sum of the following periods (to 
the extent that such periods are not overlapping): (1) the number of 
days, if any, in the period beginning on the date an interference 
was declared or redeclared to involve the application in the 
interference and ending on the date that the interference was 
terminated with respect to the application; and (2) the number of 
days, if any, in the period beginning on the date prosecution in the 
application was suspended by the Office due to interference 
proceedings under 35 U.S.C. 135(a) not involving the application 
and ending on the date of the termination of the suspension. 


Section 1.703(d) pertains to the provisions of 35 U.S.C. 
154(b)(1)(C\(ii). Section 1.703(d) indicates that the period of 
adjustment under § |.702(d) is the sum of the following periods (to 
the extent that such periods are not overlapping): (1) the number of 
days, if any, the application was maintained in a sealed condition 
under 35 U.S.C. 181; (2) the number of days, if any, in the period 
beginning on the date of mailing of an examiner's answer under § 
1.193 in the application under secrecy order and ending on the date 
the secrecy order was removed; (3) the number of days, if any, in 
the period beginning on the date applicant was notified that an 
interference would be declared but for the secrecy order and 
ending on the date the secrecy order was removed; and (4) the 
number of days, if any, in the period beginning on the date of 
notification under § 5.3(c) and ending on the date of mailing of the 
notice of allowance under 35 U.S.C. 151 and § 1.311. 


Section 1.703(e) pertains to the provisions of 35 U.S.C. 
154(b)(1)(C)(iii). Section 1.703(e) indicates that the period of 
adjustment under § 1.702(e) is the sum of the number of days, if 
any, in the period beginning on the date on which a notice of 
appeal to the Board of Patent Appeals and Interferences was filed 
under 35 U.S.C. 134 and § 1.191 and ending on the date of a final 
decision in favor of the applicant by the Board of Patent Appeals 
and Interferences or by a Federal court in an appeal under 35 
U.S.C. 141 or a civil action under 35 U.S.C. 145. The phrase “in 
which the patent was issued under a decision in the review 
reversing an adverse determination of patentability” (a final 
decision in favor of the applicant) in 35 U.S.C. 154(b)(1)(C)(iii) 
requires a Board of Patent Appeals and Interferences or Federal 
court decision in the review that reverses all of the rejections of at 
least one claim and that such claim is not subject to a rejection 
under § 1.196(b). For example: 
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(1) If claims | and 2 are pending, claim | stands rejected under 
35 U.S.C. 102 and claim 2 was indicated as allowable prior to the 
appeal, the rejection of claim | under 35 U.S.C. 103 is affirmed, 
and a patent is issued (containing claim 2), the patent was not 
issued under a decision in the review reversing an adverse 
determination of patentability. 

(2) If claims 1 and 2 are pending, claims | and 2 stand rejected 
under 35 U.S.C. 103, as well as 35 U.S.C. 112, { 2, the rejection 
of claims | and 2 under 35 U.S.C. 103 is affirmed but the rejection 
of claims | and 2 under 35 U.S.C. 112, 4 2, is reversed, and a 
patent is issued as a result of continued examination under the 
provisions of 35 U.S.C. 132(b) and § 1.114, the patent was not 
issued under a decision in the review reversing an adverse 
determination of patentability. 

(3) If claims | and 2 are pending, claims | and 2 stand rejected 
under 35 U.S.C. 102, the rejection of claims | and 2 under 35 
U.S.C. 102 is reversed, and the decision by the Board of Patent 
Appeals and Interferences enters a new ground of rejection of 
claims | and 2 under 35 U.S.C. 103 (§ 1.196(b)), and a patent is 
issued as a result of further prosecution before the examiner, the 
patent was not issued under a decision in the review reversing an 
adverse determination of patentability. 

(4) If claims | and 2 are pending, claims | and 2 stand rejected 
under 35 U.S.C. 103, the rejection of claim | under 35 U.S.C. 103 
is affirmed but the rejection of claim 2 under 35 U.S.C. 103 is 
reversed, and a patent is issued (containing claim 2), the patent 
was issued under a decision in the review reversing an adverse 
determination of patentability. 


The Committee Reports for the predecessors of the American 
Inventors Protection Act of 1999 in the 105th Congress (the 21st 
Century Patent System Improvement Act, H.R. 400, 105th Cong. 
(1997), and The Omnibus Patent Act of 1997, S. 507, 105th Cong. 
(1997)) indicate that the Office should not determine whether “the 
patent was issued under a decision in the review reversing an 
adverse determination of patentability” in a mechanistic way, but 
should consider the particulars of each application after an appeal 
to determine whether patent term adjustment (restoration) is 
appropriate. See H.R. Rep. No. 105-39, at 66-67 (1997), and S. 
Rep. No. 105-42, at 102-03 (1997). Nevertheless, this language 
cannot be relied upon in interpreting the phrase “the patent was 
issued under a decision in the review reversing an adverse 
determination of patentability” because:(1) while H.R. 400 was 
passed by the House of Representatives on April 23, 1997, neither 
H.R. 400 nor S. 507 were enacted into law; and (2) this language 
is not contained in the section-by-section analysis of the American 
Inventors Protection Act of 1999 or the Committee or Conference 
Reports for its predecessors (the Intellectual Property and Com- 
munications Omnibus Reform Act of 1999, H.R. 1554, 106th 
Cong. (1999), and the American Inventors Protection Act of 1999, 
H.R. 1907, 106th Cong. (1999)) in the 106th Congress. See 145 
Cong. Rec. $14,708-26 (1999)\(daily ed. Nov. 17, 1999), H.R. 
Conf. Rep. No. 106-464 (1999), and H.R. Rep. No. 106-287 
(1999). 


As discussed below, the Office must make its patent term adjust- 
ment determinations by a computer program that uses the infor- 
mation recorded in the Office’s automated patent application 
information system (the Patent Application Location and Monitor- 
ing system or PALM system). Thus, the Office must determine 
whether the Board of Patent Appeals and Interferences (or court) 
decision was of a nature such that “the patent was issued under a 
decision in the review reversing an adverse determination of 
patentability” under 35 U.S.C. 154(b)(1)(C)(iii) from information 
concerning the decision susceptible of being recorded in the 
PALM system (rather than by a case-by-case review of each 
decision). 


Section 1.703(f) indicates that the adjustment will run from the 
expiration date of the patent as set forth in 35 U.S.C. 154(a)(2). 
Section 1.703(f) also indicates that to the extent that periods of 
adjustment attributable to the grounds specified in § 1.702 overlap, 
the period of adjustment will not exceed the actual number of days 
the issuance of the patent was delayed (35 U.S.C. 154(b)(2)(A)). 
Section 1.703(f) also specifically indicates that the term of a patent 
entitled to adjustment under § 1.702 and this section shall be 
adjusted for the sum of the periods calculated under § 1.703(a) 
through (e), to the extent that such periods are not overlapping, 
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less the sum of the periods calculated under § 1.704. Section 
1.703(f) also provides that the date indicated on any certificate of 
mailing or transmission under § 1.8 shall not be taken into account 
in this calculation.That is, while the date indicated on any 
certificate of mailing or transmission under § 1.8 will continue to 
be taken into account in determining timeliness, the date of filing 
( § 1.6) will be the date used in a patent term adjustment 
calculation. Applicant may wish to consider the use of the 
“Express Mail Post Office to Addressee” service of the United 
States Postal Service (§ 1.10) or facsimile transmission (§ 1.6(d)) 
for replies to be accorded the earliest possible filing date for patent 
term adjustment calculations. 


Section 1.703(g) indicates that no patent, the term of which has 
been disclaimed beyond a specified date, shall be adjusted under 
§§ 1.702 and 1.703 beyond the expiration date specified in the 
disclaimer (35 U.S.C. 154(b)(2)(B)). 


Section 1.704 implements the provisions of 35 U.S.C. 
154(b)(2)(C). 35 U.S.C. 154(b)(2)(C) specifies certain circum- 
stances as constituting a failure of an applicant to engage in 
reasonable efforts to conclude processing or examination of an 
application and also provides for the Office to prescribe regulations 
establishing circumstances that constitute a failure of an applicant 
to engage in reasonable efforts to conclude processing or exami- 
nation of an application. 


Section 1.704(a) implements the provisions of 35 U.S.C. 
154(b)(2)(C)(i) and indicates that the period of adjustment shall be 
reduced by a period equal to the period of time during which the 
applicant failed to engage in reasonable efforts to conclude 
prosecution (i.e., processing or examination) of an application. 


Section 1.704(b) provides that with respect to the ground for 
adjustments set forth in §§ 1.702(a) through (e), and in particular 
§ 1.702(b), an applicant shall be deemed to have failed to engage 
in reasonable efforts to conclude prosecution for the cumulative 
total of any periods of time in excess of three months that are taken 
to reply to any notice or action by the Office making any rejection, 
objection, argument, or other request, measuring such three-month 
period from the date the notice or action was mailed or given to the 
applicant. A Notice of Omitted Items in a Nonprovisional Appli- 
cation (PTO-1669), however, is not a notice or action by the Office 
making a rejection, objection, argument, or other request within 
the meaning of 35 U.S.C. 154(b)(2)(C)(ii) or §1.704(b), since the 
Office does not require a reply to that notice to continue the 
processing and examination of an application. Section 1.704(b) 
indicates that the period of adjustment set forth in § 1.703 shall be 
reduced by the number of days, if any, beginning on the day after 
the date that is three months after the date of mailing or 
transmission of the Office communication notifying the applicant 
of the rejection, objection, argument, or other request and ending 
on the date the reply was filed. As discussed above, a reply is 
considered filed on the date of its actual receipt in the Office as 
defined by § 1.6, and the date indicated on any certificate of 
mailing or transmission under § 1.8 will not be taken into account 
for patent term adjustment purposes. 


The three-month period in § 1.704(b) applies to the Office notices 
and letters issued as part of the pre-examination processing of an 
application (except a Notice of Omitted Items in a Nonprovisional 
Application (PTO-1669) as discussed above). These notices in- 
clude: (1) a Notice of Incomplete Nonprovisional Application 
(PTO-1123) (except as to any period prior to the filing date 
ultimately accorded to the application); (2) a Notice to File 
Missing Parts of Application (PTO-1533); (3) a Notice of Informal 
Application (PTO-152); (4) a Notice to File Corrected Application 
Papers Filing Date Granted (PTO-1660); or (5) a Notice to Comply 
with Requirements for Patent Applications Containing Nucleotide 
Sequence and/or Amino Acid Sequence Disclosures (PTO-1661). 


In addition, the three-month period in 35 U.S.C. 154(b)(2)(C)(ii) 
and § 1.704(b) applies regardless of the period for reply set in the 
Office action or notice. For example, if an Office action sets a 
one-month period for reply (restriction requirement), the applicant 
may obtain a two-month extension of time under § |.136(a) before 
being subject to a reduction of patent term adjustment under 35 
U.S.C. 154(b)(2)(C\ii) and § 1.704(b). If, however, an Office 
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action sets a six-month period for reply, as is commonly set in 
applications subject to secrecy orders (see MPEP 130), the 
applicant is subject to a reduction of patent term adjustment under 
35 U.S.C. 154(b)(2)(C)(ii) and § 1.704(b) if the applicant does not 
reply to the Office action within three months, notwithstanding that 
a reply may be timely filed six months after the mailing date of the 
Office action. 


Section 1.704(c) establishes further circumstances that constitute a 
failure of an applicant to engage in reasonable efforts to conclude 
processing or examination of an application. Sections 1.704(c)(1) 
through (c)(11) set forth actions or inactions by an applicant that 
interfere with the Office’s ability to process or examine an 
application (and thus circumstances that constitute a failure of an 
applicant to engage in reasonable efforts to conclude processing or 
examination of an application), as well as the period by which a 
period of adjustment set forth in § 1.703 shall be reduced if an 
applicant engages in any of the enumerated actions or inactions. 


Sections 1.704(c)(1) through 1.704(c)(11) address situations that 
occur with sufficient frequency to warrant being specifically 
provided for in the rules of practice. An attempt to provide an 
exhaustive listing of actions or inactions that interfere with the 
Office’s ability to process or examine an application is impractical, 
since there are a myriad of actions or inactions that occur 
infrequently but will interfere with the Office’s ability to process or 
examine an application (e.g., applicant files and persists in 
requesting reconsideration of a meritless petition under § 1.10; 
parties to an interference obtain an extension for purposes of 
settlement negotiations which do not result in settlement of the 
interference; and when the scope of the broadest claim in the 
application at the time an application is placed in condition for 
allowance is substantially the same as suggested or allowed by the 
examiner more than six months earlier than the date the applica- 
tion was placed in condition for allowance). Thus, the actions or 
inactions set forth in § 1.704(c) are exemplary circumstances that 
constitute a failure of an applicant to engage in reasonable efforts 
to conclude processing or examination of an application. The 
Office may also reduce a period of adjustment provided in § 1.703 
on the basis of conduct that interferes with the Office’s ability to 
process or examine an application under the authority provided in 
35 U.S.C. 154(b)(2)(C)(iii), even if such conduct is not specifically 
addressed in § 1.704(c). 


Section 1.704(c)(1) establishes suspension of action under § 1.103 
at the applicant’s request as a circumstance that constitutes a 
failure of an applicant to engage in reasonable efforts to conclude 
processing or examination of an application. Obviously, if action is 
suspended at the applicant’s request, the Office is precluded from 
processing or examining the application as a result of an action by 
the applicant. Section 1.704(c)(1) also provides that in such a case 
the period of adjustment set forth in § 1.703 shall be reduced by 
the number of days, if any, beginning on the date a request for 
suspension of action under § 1.103 was filed and ending on the 
date of the termination of the suspension. 


Section 1.704(c)(2) establishes deferral of issuance of a patent 
under § 1.314 as a circumstance that constitutes a failure of an 
applicant to engage in reasonable efforts to conclude processing or 
examination of an application. Obviously, if issuance of the patent 
is deferred under § 1.314, the Office is precluded from issuing the 
application as a result of an action by the applicant. When a 
petition under § 1.314 is granted, the petition decision generally 
states that the application will be held for a period of a month to 
await the filing of a paper. At the end of the period, the application 
is returned to the issue process without a further communication 
from the Office to the applicant. Section 1.704(c)(2) also provides 
that in such a case the period of adjustment set forth in § 1.703 
shall be reduced by the number of days, if any, beginning on the 
date a request for deferral of issuance of a patent under § 1.314 
was filed and ending on the issue date of the patent. 


Section 1.704(c)(3) establishes abandonment of the application or 
late payment of the issue fee as a circumstance that constitutes a 
failure of an applicant to engage in reasonable efforts to conclude 
processing or examination of an application. Obviously, if the 
application is abandoned (either by failure to prosecute or late 
payment of the issue fee), the Office is precluded from processing 
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or examining the application as a result of an action or inaction by 
the applicant. Section 1.704(c)(3) also provides that in such a case 
the period of adjustment set forth in 1.703 shall be reduced by the 
number of days, if any, beginning on the date of abandonment or 
the date after the day the issue fee was due and ending on the 
earlier of: (1) the date of mailing of the decision reviving the 
application or accepting late payment of the issue fee; or (2) the 
date that is four months after the date the grantable petition to 
revive the application or accept late payment of the issue fee was 
filed. The phrase “earlier of . . . [t]he date that is four months after 
the date the grantable petition to revive the application or accept 
late payment of the issue fee was filed” is to place a cap (measured 
from the filing date of the grantable petition) on the reduction if the 
Office does not act on (grant) the grantable petition to revive 
within four months of the date it was filed. 


Section 1.704(c)(4) establishes failure to file a petition to withdraw 
a holding of abandonment or to revive an application within two 
months from the mailing date of a notice of abandonment as a 
circumstance that constitutes a failure of an applicant to engage in 
reasonable efforts to conclude processing or examination of an 
application. Any applicant who considers an application to have 
been improperly held abandoned (the reduction in § 1.704(c)(3) is 
applicable to the revival of an application properly held aban- 
doned) is expected to file a petition to withdraw the holding of 
abandonment (or to revive the application) within two months 
from the mailing date of a notice of abandonment. See MPEP 
711.03(c), paragraph (I). Section 1.704(c)(4) also provides that in 
such a case the period of adjustment set forth in § 1.703 shall be 
reduced by the number of days, if any, beginning on the day after 
the date two months from the mailing date of a notice of 
abandonment and ending on the date a petition to withdraw the 
holding of abandonment or to revive the application was filed. 


Section 1.704(c)(5) establishes conversion of a provisional appli- 
cation under 35 U.S.C. 111(b) to a nonprovisional application 
under 35 U.S.C. 111(a) (pursuant to 35 U.S.C. 111(b)(5)) as a 
circumstance that constitutes a failure of an applicant to engage in 
reasonable efforts to conclude processing or examination of an 
application. Section 4801(a) of the American Inventors Protection 
Act of 1999, which provides for the conversion of a provisional 
application under 35 U.S.C. 111(b) and § 1.53(c) to a nonprovi- 
sional application under 35 U.S.C. 111(a) and § 1.53(b), is being 
implemented in a separate rulemaking. Conversion of a provi- 
sional application to a nonprovisional application will require the 
Office to reprocess the application (as a nonprovisional applica- 
tion) up to one year after the filing date that will be accorded to 
such nonprovisional application as a result of an action by the 
applicant. Section 1.704(c)(5) also provides that in such a case the 
period of adjustment set forth in § 1.703 shall be reduced by the 
number of days, if any, beginning on the date the application was 
filed under 35 U.S.C. 111(b) and ending on the date a request in 
compliance with § 1.53(c)(3) to convert the provisional application 
into a nonprovisional application was filed. 


Section 1.704(c)(6) establishes submission of a preliminary 
amendment or other preliminary paper less than one month before 
the mailing of an Office action under 35 U.S.C. 132 or a notice of 
allowance under 35 U.S.C. 151 that requires the mailing of a 
supplemental Office action or notice of allowance as a circum- 
stance that constitutes a failure of an applicant to engage in 
reasonable efforts to conclude processing or examination of an 
application. If the submission of a preliminary amendment or other 
paper requires the Office to issue a supplemental Office action or 
notice of allowance, the submission of that preliminary amend- 
ment or other paper has interfered with the processing and 
examination of an application. Section 1.704(c)(6) also provides 
that in such a case the period of adjustment set forth in § 1.703 
shall be reduced by the lesser of the number of days, if any, 
beginning on the mailing date of the original Office action or 
notice of allowance and ending on the date of mailing of the 
supplemental Office action or notice of allowance or four months. 
The phrase “lesser of . . . or [flour months” is to provide a 
four-month cap for a reduction under § 1.704(c)(6) if the Office 
takes longer than four months to issue a supplemental Office action 
or notice of allowance. 


Section 1.704(c)(7) establishes submission of a reply having an 
omission (§ 1.135(c)) as a circumstance that constitutes a failure of 
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an applicant to engage in reasonable efforts to conclude processing 
or examination of an application. Submitting a reply having an 
omission requires the Office to issue an action under § 1.135(c) 
and await and process the applicant’s reply to the action under § 
1.135(c) before the initial reply (as corrected) can be treated on its 
merits. Section 1.704(c)(7) also provides that in such a case the 
period of adjustment set forth in § 1.703 shall be reduced by the 
number of days, if any, beginning on the date the reply having an 
omission was filed and ending on the date that the reply or other 
paper correcting the omission was filed. The reference to “§ 
1.135(c)” is parenthetical because § 1.704(c)(7) is not limited to 
Office actions under § 1.135(c) but applies when the Office issues 
any action or notice indicating that a reply has an omission which 
must be corrected: e.g., (1) a decision on a petition under § 1.47 
dismissing the petition as lacking an item necessary to grant the 
petition; or (2) a notice indicating that the computer readable 
format sequence listing filed in reply to a Notice to Comply with 
Requirements for Patent Applications Containing Nucleotide Se- 
quence and/or Amino Acid Sequence Disclosures (PTO-1661) 
does not comply with § 1.821 et seq. 


Section 1.704(c)(8) establishes submission of a supplemental reply 
or other paper after a reply has been filed as a circumstance that 
constitutes a failure of an applicant to engage in reasonable efforts 
to conclude processing or examination of an application. The 
submission of a supplemental reply or other paper (e.g., an 
information disclosure statement (IDS) or petition) after an initial 
reply was filed requires the Office to restart consideration of the 
initial reply in view of the supplemental reply or other paper, 
which will result in a delay in the Office’s response to the initial 
reply. Section 1.704(c)(8) does not apply to a supplemental reply 
or other paper that was expressly requested by the examiner. 
Section 1.704(c)(8) also provides that in such a case the period of 
adjustment set forth in § 1.703 shall be reduced by the number of 
days, if any, beginning on the date the initial reply was filed and 
ending on the date that the supplemental reply or such other paper 
was filed. 


Section 1.704(c)(9) establishes submission of an amendment or 
other paper in an application containing allowed claims after a 
decision by the Board of Patent Appeals and Interferences (other 
than a decision containing a rejection under § 1.196(b)) or a 
Federal court less than one month before the mailing of an Office 
action under 35 U.S.C. 132 or notice of allowance under 35 U.S.C. 
151 that requires the mailing of a supplemental Office action or 
supplemental notice of allowance as a circumstance that consti- 
tutes a failure of an applicant to engage in reasonable efforts to 
conclude processing or examination of an application. The sub- 
mission of an amendment or other paper (e.g., IDS or petition) in 
an application after a Board of Patent Appeals and Interferences or 
court decision requires the Office to restart consideration of the 
application in view of the amendment or other paper, which will 
result in a delay in the Office’s taking action on the application. 
Section 1.704(c)(9) also provides that in such a case the period of 
adjustment set forth in § 1.703 shall be reduced by the lesser of the 
number of days, if any, beginning on the mailing date of the 
original Office action or notice of allowance and ending on the 
mailing date of the supplemental Office action or notice of 
allowance or four months.The phrase “lesser of . . . or [flour 
months” is to provide a four-month cap for a reduction under § 
1.704(c)(9) if the Office takes longer than four months to issue a 
supplemental Office action or notice of allowance. 


Section 1.704(c)(10) establishes submission of an amendment 
under § 1.312 or other paper after a notice of allowance has been 
given or mailed as a circumstance that constitutes a failure of an 
applicant to engage in reasonable efforts to conclude processing or 
examination of an application. The submission of amendments (or 
other papers) after an application is allowed causes substantial 
interference with the patent issue process. See Filing of Continuing 
Applications, Amendments, or Petitions after Payment of Issue 


Patents to Issue More Quickly After Issue Fee Payment, Notice, 
1220 Off. Gaz. Pat. Office 42 (Mar. 9, 1999).Thus, to continue to 
permit applicants to submit an amendment or other paper after a 
notice of allowance is mailed or given, the Office must establish 
submission of such papers as circumstances that constitute a 
failure of an applicant to engage in reasonable efforts to conclude 
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processing or examination of an application. Section 1.704(c)(10) 
also provides that in such a case the period of adjustment set forth 
in § 1.703 shall be reduced by the lesser of: (1) the number of days, 
if any, beginning on the date the amendment under § 1.312 was 
filed and ending on the mailing date of the Office action or notice 
in response to the amendment under § 1.312 or such other paper; 
or (2) four months. The phrase “lesser of . . . or [f]our months” is 
to provide a four-month cap for a reduction under § 1.704(c)(10) 
if the Office takes longer than four months to issue an Office action 
or notice in response to the amendment under §1.312 or other 
paper. 


Section 1.704(c)(11) establishes further prosecution via a continu- 
ing application as a circumstance that constitutes a failure of an 
applicant to engage in reasonable efforts to conclude processing or 
examination of an application. Currently, a continuing application 
may be used to: (1) obtain further examination of an invention 
disclosed and claimed in the prior application (continuation 
application); (2) obtain examination (for the first time) of an 
invention disclosed but not claimed or not elected for examination 
in the prior application (divisional application); or (3) obtain 
examination of an invention neither disclosed nor claimed in the 
prior application (continuation-in-part application). The provisions 
of 35 U.S.C. 132(b) and § 1.114 permit an applicant to obtain 
further or continued examination of an invention disclosed and 
claimed in an application, which renders it unnecessary for an 
applicant whose application is eligible for patent term adjustment 
under 35 U.S.C. 154(b) to file a continuing application to obtain 
further examination of an invention disclosed and claimed in an 
application. If an applicant is filing a continuing application to 
obtain examination (for the first time) of an invention disclosed but 
not claimed or not elected for examination in the prior application 
or an invention neither disclosed nor claimed in the prior applica- 
tion, it is not appropriate for that applicant to obtain any benefit in 
the continuing application for examination delays that might have 
occurred in the prior application. Thus, the Office is establishing 
further prosecution via a continuing application as a circumstance 
that constitutes a failure of an applicant to engage in reasonable 
efforts to conclude processing or examination of an application, in 
that the period of adjustment set forth in § 1.703 shall not include 
any period that is prior to the actual filing date of the application 
that resulted in the patent.Thus, if the application that resulted in 
the patent is a continuing application (including a CPA), the period 
of adjustment set forth in § 1.703 (if any) will not include any 
period that is prior to the actual filing date of the application (in the 
case of a CPA, the filing date of the request for a CPA) that resulted 
in the patent. 


As discussed above, an applicant may file a CPA under § 1.53(d) 
on or after May 29, 2000, for the application to be subject to the 
patent term adjustment provisions of 35 U.S.C. 154(b) as amended 
by § 4402 of the American Inventors Protection Act of 1999. The 
period of patent term adjustment set forth in § 1.703 (if any), 
however, will not include any period that is prior to the filing date 
of the request for that CPA. 


Section 1.704(d) provides that a paper containing only an infor- 
mation disclosure statement in compliance with §§ 1.97 and 1.98 
will not be considered (result in a reduction) under §§ 1.704(c)(6), 
1.704(c)(8), 1.704(c)(9), or 1.704 (c)( 10) if it is accompanied by a 
certification that each item of information contained in the 
information disclosure statement was cited in a communication 
from a foreign patent office in a counterpart application and that 
this communication was not received by any individual designated 
in § 1.56(c) more than thirty days prior to the filing of the 
information disclosure statement. This provision will permit ap- 
plicants to submit information cited in a communication from a 
foreign patent office in a counterpart application to the Office 
without a reduction in patent term adjustment if an information 
disclosure statement is promptly (within thirty days of receipt of 
the communication) submitted to the Office. Obviously, compli- 
ance with the certification requirement of § 1.704(d) does not 
substitute for compliance with any relevant requirement of §§ 1.97 
or 1.98. Section 1.704(d) also provides that this thirty-day period 
is not extendable. 


Section 1.704(e) provides that submission of an application for 
patent term adjustment under § 1.705(b) (with or without request 
under § 1.705(c) for reinstatement of reduced patent term adjust- 
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ment) will not be considered a failure to engage in reasonable 
efforts to conclude prosecution (processing or examination) of the 
application under § 1.704(c)(10).Due to the time constraints on the 
Office under 35 U.S.C. 154(b)(1)(A)(iv) and (B) to complete its 
patent term adjustment determination and issue the patent, the 
Office must require applicants to follow the specific procedure set 
forth in § 1.705 for requesting reconsideration of the Office’s 
initial patent term adjustment determination and for requesting 
reinstatement of patent term adjustment reduced under § 1.704(b). 
Thus, while submission of an application for patent term adjust- 
ment under § 1.705(b) (regardless of whether it contains a request 
under § 1.705(c) for reinstatement of reduced patent term adjust- 
ment) will interfere with the patent printing process, submission of 
the application will not be considered a failure to engage in 
reasonable efforts to conclude prosecution (processing or exami- 
nation) of the application under § 1.704 (c)(10). Other papers 
concerning patent term adjustment (e.g., status letters, untimely 
applications for patent term adjustment, requests for reconsidera- 
tion of the Office’s decisions on applications for patent term 
adjustment, petitions under §§ 1.181, 1.182, or 1.183 concerning 
patent term adjustment, or miscellaneous letters concerning patent 
term adjustment), however, will be considered a failure to engage 
in reasonable efforts to conclude prosecution (processing or 
examination) of the application under § 1.704(c)(10). 


Section 1.705 implements the provisions of 35 U.S.C. 154(b)(3) 
and (b)(4)(B). 


Section 1.705(a) indicates that the notice of allowance will include 
notification of any patent term adjustment under 35 U.S.C. 154(b) 
(35 U.S.C. 154(b)(3)(B)(i)). Since the Office now issues over 
160,000 patents each year, the only practical way to make the 
patent term adjustment determinations required by 35 U.S.C. 
154(b)(3)(B)(i) is by a computer program that uses the information 
(dates of receipt and nature of applicant correspondence and of the 
dates of mailing and nature of Office actions or notices) recorded 
in the PALM system. 


Section 1.705(b) provides that any request for review or reconsid- 
eration of the patent term adjustment indicated in the notice of 
allowance (except as provided in § 1.705(d)) and any request for 
reinstatement of all or part of the term reduced pursuant to § 
1.704(a) must be filed no later than the payment of the issue fee but 
may not be filed earlier than the date of mailing of the notice of 
allowance. Section 1.705(b) provides that any such request must 
be by way of an application for patent term adjustment accompa- 
nied by the fee set forth in § 1.18(e) and a statement of the facts 
involved. Section 1.705(b) also provides that such statement of 
facts must specify: (1) the basis or bases under § 1.702 for the 
adjustment; (2) the relevant dates as specified in § 1.703(a) 
through (e) for which an adjustment is sought and the adjustment 
as specified in § 1.703(f) to which the patent is entitled; (3) 
whether the patent is subject to a termina! disclaimer and any 
expiration date specified in the terminal disclaimer; and (4) any 
circumstances during the prosecution of the application resulting 
in the patent that constitute a failure to engage in reasonable efforts 
to conclude processing or examination of such application as set 
forth in § 1.704 (or a statement that there were no such circum- 
stances). Since the Office must complete its determination of 
patent term adjustment before proceeding to issue the patent (35 
U.S.C. 154(b)(3)(D)), the Office must require that such application 
for patent term adjustment be filed within a non-extendable time 
period and setting forth with particularity why the Office’s patent 
term adjustment determination is not correct. In the absence of 
these requirements, the issuance of the patent will be further 
delayed by a protracted patent term adjustment determination 
proceeding. 


Section 1.705(c) implements the provisions of 35 U.S.C. 
154(b)(3)(C). Section 1.705(c) specifically provides that a request 
for reinstatement of all or part of the period of adjustment reduced 
pursuant to § 1.704(b) for failing to reply to a rejection, objection, 
argument, or other request within three months of the date of 
mailing of the Office communication notifying the applicant of the 
rejection, objection, argument, or other request must include: (1) 
the fee set forth in §1.18(f); and (2) a showing to the satisfaction 
of the Commissioner that, in spite of all due care, the applicant was 
unable to reply to the rejection, objection, argument, or other 
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request within three months of the date of mailing of the Office 
communication notifying the applicant of the rejection, objection, 
argument, or other request. Section 1.705(c) also provides that the 
Office shall not grant any request for reinstatement for more than 
three additional months for each reply beyond three months of the 
date of mailing of the Office communication notifying the appli- 
cant of the rejection, objection, argument, or other request (35 
U.S.C. 154(b)(3)(C)). 


Since the Office is obligated to provide a determination of patent 
term adjustment under 35 U.S.C. 154(b) in the notice of allowance 
(i.e., before the actual patent issue date), the Office must project (or 
estimate) the actual patent issue date and base its patent term 
adjustment determination on that projection. Thus, § 1.705(d) 
provides for the situation in which the patent is issued on a date 
other than the projected date of issue and this change necessitates 
a revision of the patent term adjustment indicated in the notice of 
allowance. Section 1.705(d) specifically provides that if the patent 
is issued on a date other than the projected date of issue and this 
change necessitates a revision of the patent term adjustment 
indicated in the notice of allowance, the patent will indicate the 
revised patent term adjustment. Section 1.705(d) also provides that 
if the patent indicates a revised patent term adjustment due to the 
patent being issued on a date other than the projected date of issue, 
any request for reconsideration of the patent term adjustment 
indicated in the patent must be filed within thirty days of the date 
the patent issued and must comply with the requirements of § 
1.705(b)(1) and § 1.705(b)(2). 


Section 1.705(e) provides that the periods set forth in this section 
are not extendable. As discussed above, the Office must set 
non-extendable time periods in § 1.705 to avoid delay in the 
issuance of the patent. 


Section 1.705(f) implements the provisions of 35 U.S.C. 
154(b)(4)(B) and provides that no submission or petition on behalf 
of a third party concerning patent term adjustment under 35 U.S.C. 
154(b) will be considered by the Office, and that any such 
submission or petition, will be returned to the third party, or 
otherwise disposed of, at the convenience of the Office. 


Response to comments: The Office received twenty-three written 
comments (from Intellectual Property Organizations, Businesses, 
Law Firms, Patent Practitioners, and others) in response to the 
notice of proposed rulemaking. Comments generally in support of 
a change are not discussed. The comments and the Office’s 
responses to those comments follow: 


Comment |: One comment argued that charging a fee as set forth 
in § 1.18(e) to correct an Office error was unfair. In addition, 
several comments argued that the fee for a patent term adjustment 
calculation should be refundable if the Office does not calculate the 
term adjustment correctly. 


Response: 35 U.S.C. 154(b)(3) provides for the Office to establish 
procedures for the application for and determination of patent term 
adjustment under 35 U.S.C. 154(b). The Office will provide an 
initial determination of the patent term adjustment in the notice of 
allowance. If, however, an applicant wishes to request reconsid- 
eration of the initial determination in the notice of allowance, the 
applicant must file an application for patent term adjustment. 35 
U.S.C. 41(d) authorizes the Office to establish a fee to recover the 
estimated average cost of treating applications for patent term 
adjustment (as well as a fee for treating a request for reinstatement 
of patent term adjustment), and the cost of treating an application 
for patent term adjustment is about the same regardless of whether 
the Office’s initial determination of patent term adjustment indi- 
cated in the notice of allowance is correct. In any event, refunding 
the fee under § 1.18(e) when the application for patent term 
adjustment is correct would: (1) require the Office to raise the fee 
set forth in § 1.18(e) (to enable the Office to recover the same 
aggregate amount); and (2) add further complication to a review 
process that must take place in a limited period of time. 


Comment 2: One comment argued that the fees under §§ 1.18(e) 
and (f) should be reduced for small entities. 
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Response: As discussed above, 35 U.S.C. 41(d) authorizes the 
Office to establish a fee to recover the estimated average cost of 
treating applications for patent term adjustment (as well as a fee 
for treating a request for reinstatement of patent term adjustment). 
The small entity discount in 35 U.S.C. 41(h)(1) applies only to fees 
charged under 35 U.S.C. 41(a) and (b). Thus, the Office has no 
authority to apply the small entity discount to the fees set forth in 
§§ 1.18(e) and (f). 


Comment 3: One comment noted that the heading of § 1.701 was 
inconsistent with § 1.701(e), and suggested that “and before May 
29, 2000” be added to the heading of § 1.701. 


Response: The phrase “and before May 29, 2000” has been added 
to the heading of § 1.701. 


Comment 4: Several comments argued that for purposes of § 
1.702(a)(1), a restriction requirement or an election of species 
requirement should not be considered a notification under 35 
U.S.C. 132. The comments stated an Office action containing only 
a restriction requirement or an election of species requirement 
should be issued only after there has been an attempt to make the 
restriction requirement or the election of species requirement by 
telephone, and that treating a restriction requirement or election of 
species requirement as an action under 35 U.S.C. 132 will further 
exacerbate a concern of applicants that a restriction requirement is 
not proper. 


Response: The comment cannot be adopted. The Office did not 
“decide” to treat restriction requirements and election of species 
requirements as notifications under 35 U.S.C. 132; they are 
notifications under 35 U.S.C. 132. 


In considering whether a restriction requirement under 35 U.S.C. 
121 was appealable under 35 U.S.C. 134, the Court of Customs 
and Patent Appeals (CCPA) noted that:(1) 35 U.S.C. 121 denoted 
its procedure as a “requirement”; (2) 35 U.S.C. 132 stated that the 
Commissioner shall give notice to the applicant whenever “any 
claim for a patent is rejected, or any objection or requirement 
made”; and (3) 35 U.S.C. 134 provided for an appeal only by an 
applicant whose claims have been “twice rejected.” See In re 
Hengehold, 440 F.2d 1395, 1402-03, 169 USPQ 473, 479 (CCPA 
1971). Thus, the CCPA concluded that Congress intended to 
differentiate between objections and requirements (under 35 
U.S.C. 132) and actual rejections of claims (under 35 U.S.C. 132) 
and made appeal applicable only to the latter. See Hengehold, 440 
F.2d at 1403, 169 USPQ at 479. Since the CCPA discussed and 
differentiated between rejections, objections, and requirements 
under 35 U.S.C. 132 in determining whether a restriction require- 
ment was appealable under 35 U.S.C. 134, the CCPA must have 
considered a restriction requirement to be a requirement under 35 
U.S.C. 132, thus making a written restriction (or election) require- 
ment a notification under 35 U.S.C. 132. See also Digital Equip- 
ment Corp. v. Diamond, 653 F.2d 701, 713 n.13, 210 USPQ 521, 
535-36 n.13 (1st Cir. 1981) (citing 35 U.S.C. 132 when noting that 
the terms “requirement” and “objection” are distinct from “rejec- 
tion” (as used in title 35, U.S.C.) and that requirements and 
objections were not appealable under 35 U.S.C. 134). 


In addition, the Office has long considered (at least implicitly) a 
written restriction requirement containing no action on the merits 
to be a notice under 35 U.S.C. 132. MPEP 710.02(b) instructs 
examiners to set a shortened statutory period for reply of one 
month for a written restriction requirement containing no action on 
the merits under the authority given by 35 U.S.C. 133 (35 U.S.C. 
133 would not apply to the period for reply to a written restriction 
requirement, if a written restriction requirement containing no 
action on the merits is not a notice under 35 U.S.C. 132). 


The Office encourages examiners to make an oral restriction 
requirement. Many applicants, however, prefer a written restriction 
requirement because it gives them more time to consider the 
requirement. 


Comment 5: One comment requested a definition of the term 
“original application” as used in § 1.702(f) and asked whether the 
term refers to a parent application or a divisional or continuation. 


Several comments expressed confusion as to whether term adjust- 
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ment for a first-filed application would result in the same term 
adjustment in a continuation of that application. One comment 
suggested that the term “applications other than reissue applica- 
tions” be used instead of “original applications.” 


Response: An “original application” is any application other than 
a reissue application. See Guidelines Concerning the Implemen- 
tation of Changes to 35 U.S.C. 102(g) and 103(c) and the 
Interpretation of the Term “Originai Application” in the American 
Inventors Protection Act of 1999, 1233 Off. Gaz. Pat. Office 54 
(Apr. 11, 2000). Thus, the term “original application” includes a 
continuing application (continuation, divisional, or continuation- 
in-part, whether the application is filed under § 1.53(b) or as a 
continued prosecution application under § 1.53(d)), and the 
national stage of an international application. Since a request for 
continued examination under 35 U.S.C. 132(b) and § 1.114 is not 
an application (but a submission in a previously filed application), 
the term “original application” does not include a request for 
continued examination under 35 U.S.C. 132(b) and § 1.114. 


While 35 U.S.C. 154(b) does not use the term “original applica- 
tion,” its provisions concern the situation in which the issue of an 
original patent is delayed due to the failure of the Office to take 
certain actions in the application that issued as the patent. Patent 
term adjustment events in one application may not be relied upon 
as giving rise to patent term adjustment in another application, 
even if the other application claims the benefit of the first 
application under 35 U.S.C. 120, 121, or 365(c) (i.e., patent term 
adjustment events in a parent application do not carry over to a 
child application). 


Comment 6: One comment stated that § 1.702(f) should also 
provide that the provisions apply to international applications in 
which the requirements of 35 U.S.C. 371 are met on or after May 
29, 2000. 


Response: The date on which an international application fulfills 
the requirements of 35 U.S.C. 371 is not the filing date, or even 
relevant to the filing date, of the international application. Section 
4405 of the American Inventors Protection Act of 1999 provides 
that the amendments relating to patent term adjustment shall apply 
to any application filed on or after May 29, 2000, but does not 
provide that its patent term adjustment provisions apply to 
international applications filed before May 29, 2000, that complied 
with the requirements of 35 U.S.C. 371 on or after May 29, 2000. 


Comment 7: As to § 1.703(a)(6), one comment requested clarifi- 
cation as to whether the filing of a priority document would be an 
“outstanding requirement” which would cause a delay in the 
beginning of the “four months after payment of the issue fee and 
all outstanding requirements were satisfied” period. The comment 
argued that filing of a priority document should not be considered 
an outstanding requirement because if the priority document is not 
filed the patent simply issues without the priority claim (the 
application is not abandoned). 


Response: Section 1.55 has been amended to eliminate the need 
for a petition to accept a priority document filed after payment of 
the issue fee, as well as the need for the Office to evaluate the 
priority claim before a patent is granted. Therefore, the filing of a 
priority document (and processing fee) is not considered an 
outstanding requirement under 35 U.S.C. 154(b)(1)(A)(iv) and § 
1.703(a)(6). 


Comment 8: One comment objected to the exclusion from the 
three-year period in § 1.703(b)(1) of the period of time in which a 
request for continued examination under 35 U.S.C. 132(b) and § 
1.114 is processed. The comment argues that filing a request for 
continued examination should not preclude an applicant from 
obtaining a term adjustment for printing delays of a patent. 


Response: 35 U.S.C. 154(b)(1)(B) provides that an applicant may 
receive a term adjustment if the application is not issued within 
three years of the filing date of the application, excluding (among 
other things) any time consumed by continued examination 
requested under 35 U.S.C. 132(b). Once a request for continued 
examination under 35 U.S.C. 132(b) and § 1.114 is filed in an 
application, any further processing or examination of the applica- 
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tion, including granting of a patent, is by virtue of the continued 
examination given to the application under 35 U.S.C. 132(b) and 
§ 1.114. Nevertheless, if a request for continued examination is 
filed in an application, the applicant may still accrue patent term 
adjustment under 35 U.S.C. 154(b)(1)(A) or (C). Accordingly, if 
two years after the filing date of an application, a request for 
continued examination is filed, and three years after the filing date 
of the application, the issue fee is paid (and all outstanding 
requirements are satisfied), but the patent does not issue as a patent 
until four years after the application’s filing date, applicant may be 
entitled to an eight-month term adjustment because the application 
did not issue within four months of payment of the issue fee. Since 
the request for continued examination was filed within three years 
of the filing date of the application, applicant cannot accrue any 
term adjustment under the “three-year” statutory basis (35 U.S.C. 
154(b)(1)(B)), but may accrue patent term adjustment under the 
other bases (e.g., 35 U.S.C. 154(b)(1)(A)(iv)). 


Comment 9: One comment asked whether “a final decision in 
favor of applicant” as used in § 1.703(e) and “a decision in the 
[appellate] review reversing an adverse determination of patent- 
ability” as used in 35 U.S.C. 154(b)(1)(C)(iii) is limited to 
successful appeals on purely statutory grounds or would also 
include non-statutory grounds (e.g., obviousness-type double pat- 
enting). 


Response: A “final decision in favor of applicant” is understood to 
include any final decision of the Board of Patent Appeals and 
Interferences or Federal court that reverses all of the rejections of 
at least one claim (without subjecting the claim to a new 
rejection).The type of rejection (i.e., whether the rejection is based 
upon a statutory or judicial basis) is not relevant. 


Comment 10: A number of comments objected to the provision in 
§ 1.703(f) that the certificate of mailing date under § 1.8 will not 
be used for determining when applicant is considered to “respond 
to a notice from the Office making any rejection, objection 
argument or other request.” The comments included suggestions, 
objections, or arguments that: (1) the date set forth in the § 1.8 
statement should be used as the date when applicant is considered 
to have responded within three months of the Office action; (2) 
applicants should not be compelled to hand-carry papers to the 
Office or to use the Express Mail service of the United States 
Postal Service in order to be able to meet the three-month 
timeliness goal or reduce a period of time in which they are 
considered to have “failed to engage in reasonable efforts to 
conclude processing or examination of an application”; (3) a 
certificate of mailing is now accepted for purposes of a filing date; 
(4) using the date of receipt rather than the date of mailing by a 
practitioner would require the Office to keep “separate books” of 
the date of mailing and date of receipt of papers; and (5) United 
States Postal Service delays are insignificant compared to Office 
mailroom delays. 


Response: The suggestion is not adopted. The date indicated on a 
certificate of mailing is used only to determine whether the 
correspondence is timely (including whether any extension of the 
time and fee are required) so as to avoid abandonment of the 
application or termination or dismissal of proceedings. The actual 
date of receipt of the correspondence in the Office is used for all 
other purposes. See § 1.8(a). In addition, a certificate of mailing 
date under § 1.8 cannot be relied upon for purposes of according 
a filing date to a patent application. See § 1.8(a)(2)(i)(A). Rather, 
correspondence is considered filed in the Office on the date of its 
actual receipt in the Office (§ 1.6(a)) or the date it was deposited 
with the United States Postal Service under § 1.10 as shown by the 
“date-in” on the Express Mail mailing label. Nevertheless, § 1.8 
will continue to be used in determining whether correspondence is 
timely filed and whether an extension of time and fee for an 
extension of time are due. 


Section 1.703(f) does not compel applicants to hand-carry papers 
to the Office or to use the Express Mail service of the United States 
Postal Service to ensure that correspondence is received within 
three months of an Office action and avoid a reduction in any 
patent term adjustment. Most correspondence that can be submit- 
ted using the benefit of § 1.8 can also be submitted to the Office by 
facsimile transmission (§ 1.6(d)) to avoid mail delays and ensure 
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that correspondence is received within three months of an Office 
action or notice. In addition, applicants can also mail correspon- 
dence with sufficient time to ensure that the correspondence is 
received in the Office (and stamped with a date of receipt) before 
the expiration of the three-month period. Applicants who chose to 
use first-class mail at the end of the period for reply instead of a 
quicker means of submitting correspondence to the Office have no 
complaint concerning consequences of their decision on patent 
term adjustment. 


The Office practice of using the date of receipt of papers rather 
than the date of mailing of papers as the filing date of the papers 
is well established and changing this practice would have unde- 
sirable results. For example, when a notice of appeal is filed, the 
filing date accorded the notice of appeal is the date of receipt of the 
notice of appeal in the Office, not the certificate of mailing date 
under § 1.8 indicated on the notice of appeal. An appeal brief must 
then be filed within two months of the date of receipt of the notice 
of appeal. See § 1.191(a) and MPEP 1206. If the suggested change 
to Office practice were adopted, the date on the certificate of 
mailing under § 1.8 would be used as the “receipt date” of the 
notice of appeal to determine whether applicant replied within 
three months of the Office action for patent term adjustment 
purposes, and the appeal brief would be required to be filed within 
two months of the date on the certificate of mailing under 1.8 (now 
the “receipt date’), unless the period for reply to the Office action 
is later. For many applicants, this would lead to the appeal brief 
being required to be filed several days earlier, which would be an 
undesirable result. 


The certificate of mailing date is not recorded in the Office’s 
PALM system. The Office’s PALM system records contain a single 
date: the date of receipt in the Office (as defined by § 1.6). The 
certificate of mailing date may be noted on the date received/ 
mailed column of the contents of the application’s file wrapper 
with an entry such as ”1-31-00 (c.o.m. 1/26/00). Thus, adopting 
the suggested change to § 1.703(f) would require the Office to keep 
“separate books of the date of mailing and date of receipt of 
correspondence. 


Finally, whether United States Postal Service delays are insignifi- 
cant compared to Office mailroom delays is immaterial. The 
purpose of the patent term adjustment provisions of the American 
Inventors Protection Act of 1999 is to compensate applicants for 
certain administrative delays by the Office, and any delays 
(whether significant or insignificant) by United States Postal 
Service in delivering correspondence to the Office is not a delay by 
the Office. 


Comment 11: One comment was received objecting to the provi- 
sion in § 1.703(f) as unfair because applicants were responsible for 
a reply within a set time from the mailing date by the Office, 
whereas the Office is held to a standard for reply from the filing 
date of papers filed by the applicant. 


Response: 35 U.S.C. 154(b)(2)(C)(ii) establishes the standard of 
reply by applicants to within three months of the date a notice is 
given or mailed to applicants. In addition, 35 U.S.C. 
154(b)(1)(A)(i) and (ii) measure the deadline for the Office’s reply 
from the date an application or a reply is filed. These different 
standards established by Congress are considered important be- 
cause they are both dates that are contained in the Office’s PALM 
system records. 


Comment 12: One comment also stated that if the certificate of 
mailing date was not used for establishing a date of receipt under 
§ 1.703(f), the patent term adjustment procedure would be more 
difficult because applicant would not know when the paper was 
received by the Office. 


Response: Applicants may use a postcard receipt to establish when 
a paper is received by the Office. Not only does a postcard receipt 
provide evidence of a date of receipt, but it also provides prima 
facie evidence of receipt in the Office of all items listed thereon on 
the date stamped by the Office. See MPEP 503. In addition, 
applicants may check the Office’s PALM system records (which 
shows the date of receipt of papers) through the Patent Application 
Information Retrieval (PAIR) system at http://pair.uspto. gov. 
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If the date of mailing under § 1.8 were to be used for determining 
if applicant has replied within three months of the date of an Office 
action, the Office’s PALM system would have to record two 
different dates for patent term adjustment calculation purposes. 
This is because the measurements of whether the Office has taken 
action within a set time would not run from the same date (e.g., 
fourteen months from the filing date of the application or four 
months of the date on which a reply was filed or an appeal is 
taken). Such a patent term adjustment calculation would be 
unnecessarily complex. 


Comment 13: One comment stated that the reduction in § 1.703(f) 
for failure to reply within three months even where the Office sets 
a longer period is a subtle point which should be mentioned in the 
rules as well as being stated in any communication setting a period 
for reply of longer than three months. 


Response: The suggestion to expressly mention in any communi- 
cation warning applicants that any reply not received within three 
months of an Office action may result in a reduction to any patent 
term adjustment, even where the Office action sets forth a longer 
period for reply, has been adopted. The Office is planning to 
modify forms used by patent examiners to include this warning. 


Comment 14: One comment argued that the phrase "processing or 
examination” in 35 U.S.C. 154(b)(2)(C)(ii) and (iii) means the 
same thing as "prosecution™ in 35 U.S.C. 154(b)(2)(C)(i). 


Response: The Office agrees with this interpretation of 35 U.S.C. 
154(b)(2)(C). Section 1.704(a) uses the term “prosecution (pro- 
cessing or examination)“ for this reason. 


Comment 15: One comment objected to § 1.704(b), arguing that 
foreign applicants, especially those from non-English speaking 
countries, need more time to reply to an Office action than United 
States applicants and argued that one additional month should be 
considered as not being a failure to engage in reasonable efforts to 
conclude prosecution. 


Response: The language in § 1.704(b) is taken directly from 35 
U.S.C. 154(b)(2)(C)(ii), wherein Congress stated that a delay in a 
reply beyond three months is per_se a failure to engage in 
reasonable efforts. Moreover, Congress provided that if applicant 
makes a showing that in spite of all due care applicant was unable 
to reply within the three-month period, the adjustment may be 
reinstated. Since Congress provided that applicants must make a 
showing explaining that the delay was in spite of all due care for 
a reply beyond three months not to be a failure to engage in 
reasonable efforts, the Office cannot by rule provide that a reply 
within a longer period is not failure to engage in reasonable efforts 
to conclude prosecution (absent a showing explaining that the 
delay was in spite of all due care). 


Comment 16: Another comment objected to the use of “or given™ 
in the phrase “measuring such three-month period from the date 
the notice or action was mailed or given to the applicant“ in § 
1.704(b), and argued that § 1.2 requires all correspondence to be in 
writing, and allowing an oral restriction requirement to start a 
period for the applicant to reply would not be consistent with § 1.2. 
In addition, the comment argued that sometimes a message is left 
on an answering machine and such a message should not be 
considered notice of an objection or other requirement. 


Response: The phrase “measuring such three-month period from 
the date the notice [or action] was mailed or given to the 
applicant* (emphasis added) is taken almost directly from 35 
U.S.C. 154(b)(2)(C)(ii). The Office is using the statutory language 
“mailed or given, rather than “mailed,* because the Office 
envisions that it may one day issue (or give“) actions or notices 
by means other than mailing (e.g., by facsimile transmission or 
e-mail message over the Internet). The Office, however, does not 
envision that it would issue (or “give“) actions or notices by 
non-written means (e.g., a telephone conversation). Thus, a tele- 
phone message left on an answering machine would not constitute 
the giving notice of an objection or other requirement. 
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Comment 17: One comment suggested that setting forth “strict 
examples“ in § 1.704(c) of circumstances of when applicant has 
failed to engage in reasonable efforts to conclude prosecution (or 
processing or examination) of an application is inconsistent with 
the legislative intent of Congress in enacting the provisions of 35 
U.S.C. 154(b)(2)(C)(iii). The comment suggested that a reduction 
of patent term adjustment under 35 U.S.C. 154(b)(2)(C) should 
occur to prevent only “the few applicants who engage in inten- 
tional or unjustifiable delay tactics“ from abusing the system, such 
that “only the most egregious and obvious delay tactics will go 
unrewarded,“ citing to H.R. Rep. No. 105-39 at 66 (1997). The 
comment suggested that the regulations are so strict as to require 
the applicant to be a “perfect applicant rather than a “diligent™ or 
“reasonable* applicant.The comment suggested that the Office 
should instead review each application on a case-by-case basis to 
determine a reduction of patent term adjustment is warranted due 
to the applicant’s failure to engage in reasonable efforts to 
conclude prosecution (or processing or examination) of an appli- 
cation. 


Response: 35 U.S.C. 154(b)(2)(C) provides that: (1) The Office is 
to prescribe regulations establishing the circumstances that con- 
stitute a failure of an applicant to engage in reasonable efforts to 
conclude processing or examination of an application (35 U.S.C. 
154(b)(2)(C)(iii)); and (2) the period of patent term adjustment 
under 35 U.S.C. 154(b)(1) shall be reduced by a period equal to the 
period of time during which the applicant failed to engage in 
reasonable efforts to conclude prosecution of an application (35 
U.S.C. 154(b)(2)(C)(i)). Thus, promulgating regulations that set 
forth “strict examples“ of circumstances of when applicant has 
failed to engage in reasonable efforts to conclude prosecution (or 
processing or examination) of an application (rather than consid- 
ering applications on an ad hoc or case-by-case basis) is not only 
consistent with 35 U.S.C. 154(b)(2)(C), it is what the Office is 
required to do under 35 U.S.C. 154(b)(2)(C)(iii). 


The cited House Report (H.R. Rep. No. 105-39) is of questionable 
reliability in interpreting the patent term adjustment provisions of 
the American Inventors Protection Act of 1999 concerning the 
Office’s authority to prescribe regulations establishing the circum- 
stances that constitute a failure of an applicant to engage in 
reasonable efforts to conclude processing or examination of an 
application (35 U.S.C. 154(b)(2)(C)(iii)). H.R. Rep. No. 105-39 is 
the Committee Report for the 21st Century Patent System Im- 
provement Act, H.R. 400, 105th Cong., (1997), which was passed 
by the House of Representatives on April 23, 1997, but was not 
enacted into law. 


The American Inventors Protection Act of 1999 is title IV of the 
Intellectual Property and Communications Omnibus Reform Act 
of 1999 (S. 1948), and S. 1948 was incorporated and enacted into 
law as part of Pub. L. 106-113. The Conference Report for H.R. 
3194, 106th Cong., Ist. Sess. (1999), which resulted in Pub. L. 
106-113, does not contain any discussion (other than the incorpo- 
rated language) of S. 1948. See H.R. Conf. Rep. No. 106-497, at 
37 and 1089-174 (1999). A section-by-section analysis of S. 1948, 
however, was printed in the Congressional Record at the request of 
Senator Lott. See 145 Cong. Rec. $14,708-26 (1999) (daily ed. 
Nov. 17, 1999). This section-by-section analysis of the patent term 
adjustment provisions of the American Inventors Protection Act of 
1999 provides, in relevant part, that: 


Subtitle D amends the provisions in the Patent Act that 
compensate patent applicants for certain reductions in patent term 
that are not the fault of the applicant. The provisions that were 
initially included in the term adjustment provisions of patent bills 
in the 105th Congress only provided adjustments for up to 10 years 
for secrecy orders, interferences, and successful appeals. Not only 
are these adjustments too short in some cases, but no adjustments 
were provided for administrative delays caused by the [Office] that 
were beyond the control of the applicant. Accordingly, subtitle D 
removes the 10 year caps from the existing provisions, adds a new 
provision to compensate applicants fully for [Office]-caused ad- 
ministrative delays, and, for good measure, includes a new 
provision guaranteeing diligent applicants at least a 17-year term 
by extending the term of any patent not granted within three years 
of filing. Thus, no patent applicant diligently seeking to obtain a 
patent will receive a term of less than the 17 years as provided 
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under the pre-GATT standard; in fact, most will receive consider- 
ably more. Only those who purposely manipulate the system to 
delay the issuance of their patents will be penalized under subtitle 
D, a result that the Conferees believe entirely appropriate. 


* kK KK * 


Section 4402 amends [35 U.S.C.] 
covering term. 


154(b) of the Patent Act 


First, new [35 U.S.C.] 154(b)(1)(A)(i)-(iv) guarantees day-for-day 
restoration of term lost as a result of delay created by the [Office] 
when the [Office] fails to: 


(1) Make a notification of the rejection of any claim for a patent 
or any objection or argument under [35 U.S.C.] 132, or give or 
mail a written notice of allowance under [35 U.S.C.] 151, within 
14 months after the date on which a non-provisional application 
was actually filed in the [Office]; 

(2) Respond to a reply under [35 U.S.C.] 132, or to an appeal 
taken under [35 U.S.C. ] 134, within four months after the date on 
which the reply was filed or the appeal was taken; 

(3) Act on an application within four months after the date of a 
decision by the Board of Patent Appeals and Interferences under 
[35 U.S.C.] 134 or 135 or a decision by a Federal court under [35 
U.S.C.] 141, 145, or 146 in a case in which allowable claims 
remain in the application; or 

(4) Issue a patent within four months after the date on which the 
issue fee was paid under [35 U.S.C.] 151 and all outstanding 
requirements were satisfied. 


Further, subject to certain limitations, infra, [35 U.S.C.] 
154(b)(1)(B) guarantees a total application pendency of no more 
than three years. Specifically, day-for-day restoration of term is 
granted if the [Office] has not issued a patent within three years 
after “the actual date of the application in the United States.” This 
language was intentionally selected to exclude the filing date of an 
application under the Patent Cooperation Treaty (PCT). Otherwise, 
an applicant could obtain up to a 30-month extension of a U.S. 
patent merely by filing under PCT, rather than directly in the 
[Office], gaining an unfair advantage in contrast to strictly domes- 
tic applicants. Any periods of time- 


(1) consumed in the continued examination of the application 
under [35 U.S.C.] 132(b); 

(2) lost due to an interference under [35 U.S.C.] 135(a), a 
secrecy order under [35 U.S.C.] 181, or appellate review by the 
Board of Patent Appeals and Interferences or by a Federal court 
(irrespective of the outcome); and 

(3) incurred at the request of an applicant in excess of the three 
months to respond to a notice from the Office permitted by [35 
U.S.C.] 154(b)(2)(C)(ii) unless excused by a showing by the 
applicant under [35 U.S.C.] 154(b)(3)(C) that in spite of all due 
care the applicant could not respond within three months shall not 
be considered a delay by the [Office] and shall not be counted for 
purposes of determining whether the patent issued within three 
years from the actual filing date. 


Day-for-day restoration is also granted under new [35 U.S.C.] 
154(b)(1(C) for delays resulting from interferences, secrecy 
orders, and appeals by the Board of Patent Appeals and Interfer- 
ences or a Federal court in which a patent was issued as a result of 
a decision reversing an adverse determination of patentability. 


Section 4402 imposes limitations on restoration of term. In 
general, pursuant to [35 U.S.C.] 154(b)(2)(A)-(C), total adjust- 
ments granted for restorations under [35 U.S.C. 154}(b)(1) are 
reduced as follows: 


(1) To the extent that there are multiple grounds for extending 
the term of a patent that may exist simultaneously (e.g., delay due 
to a secrecy order under [35 U.S.C.] 181 and administrative delay 
under [35 U.S.C.] 154(b)(1)(A)), the term should not be extended 
for each ground of delay but only for the actual number of days 
that the issuance of a patent was delayed; 

(2) The term of any patent which has been disclaimed beyond a 
date certain may not receive an adjustment beyond the expiration 
date specified in the disclaimer; and 
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(3) Adjustments shall be reduced by a period equal to the time 
in which the applicant failed to engage in reasonable efforts to 
conclude prosecution of the application, based on regulations 
developed by the Director, and an applicant shall be deemed to 
have failed to engage in such reasonable efforts for any periods of 
time in excess of three months that are taken to respond to a notice 
from the Office making any rejection or other request; 


New [35 U.S.C.] 154(b)(3) sets forth the procedures for the 
adjustment of patent terms. [35 U.S.C. 154(b)|(3)(A) empowers 
the Director to establish regulations by which term extensions are 
determined and contested. Paragraph (3)(B) requires the Director 
to send a notice of any determination with the notice of allowance 
and to give the applicant one opportunity to request reconsidera- 
tion of the determination. Paragraph (3)(C) requires the Director to 
reinstate any time the applicant takes to respond to a notice from 
the Office in excess of three months that was deducted from any 
patent term extension that would otherwise have been granted if 
the applicant can show that he or she was, in spite of all due care, 
unable to respond within three months. In no case shall more than 
an additional three months be reinstated for each response. 
Paragraph (3D) requires the Director to grant the patent after 
completion of determining any patent term extension irrespective 
of whether the applicant appeals. 


New [35 U.S.C.] 154(b)(4) regulates appeals of term adjustment 
determinations made by the Director. Paragraph (4)(A) requires a 
dissatisfied applicant to seek remedy in the District Court for the 
District of Columbia under the Administrative Procedures Act 
within 180 days after the grant of the patent. The Director shall 
alter the term of the patent to reflect any final judgment. Paragraph 
(4)(B) precludes a third party from challenging the determination 
of a patent term prior to patent grant. 


See 145 Cong. Rec. $14,718 (footnotes omitted). 


In addition, since the patent term adjustment provisions of the 
American Inventors Protection Act of 1999 contained in Pub. L. 
106-113 are identical to the patent term adjustment provisions in 
title IV of the Intellectual Property and Communications Omnibus 
Reform Act of 1999 (H.R. 1554), the joint statement in the 
Conference Report for H.R. 1554 may also be useful in interpret- 
ing the patent term adjustment provisions of the American Inven- 
tors Protection Act of 1999. The joint statement in the Conference 
Report for H.R. 1554 contains an identical discussion of its patent 
term adjustment provisions. See H.R. Conf. Rep. No. 106-464, at 
125-27 (1999). 


The language relied upon for the position that the provisions of § 
1.704(c) (establishing the circumstances that constitute a failure of 
an applicant to engage in reasonable efforts to conclude processing 
or examination of an application) are inconsistent with the 
legislative intent of Congress in enacting the provisions of 35 
U.S.C. 154(b)(2)(C)Gii) is not included in either the section-by- 
section analysis of S. 1948 by Senator Lott or the Conference 
Report for H.R. 1554 (H.R. Conf. Rep. No. 106-464). In addition, 
while H.R. 400 is one of the forerunners of the patent term 
adjustment provisions enacted into law in the American Inventors 
Protection Act of 1999, the provision concerning the establishment 
of circumstances that constitute a failure of an applicant to engage 
in reasonable efforts to conclude processing or examination of an 
application contained in the American Inventors Protection Act of 
1999 is not the same as the corresponding provision in H.R. 400. 


In any event, the provisions of § 1.704(c) do not require an 
applicant to be “perfect” or even “diligent” when prosecuting an 
application to avoid a reduction of patent term adjustment: § 
1.704(c) simply requires that an applicant refrain from engaging in 
actions or inactions that prevent or interfere with the Office’s 
ability to process or examine an application. An applicant who is 
engaging in actions or inactions that prevent or interfere with the 
Office’s ability to process or examine an application cannot 
reasonably be characterized as “engag{ing] in reasonable efforts to 
conclude processing or examination of an application” (35 U.S.C. 
154(b)(2)(C)(i)). 


That conduct (an action or inaction) has been established in § 
1.704 as circumstances constituting a failure of an applicant to 
engage in reasonable efforts to conclude processing or examina- 
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tion of an application should not be taken as an indication that such 
conduct is unreasonable per se. If Congress considered taking 
longer than three months to reply to an Office action or notice to 
be unreasonable per se, Congress would simply have amended title 
35, U.S.C., to provide a statutory period of three months to reply 
to all Office actions or notices. The patent statute (and specifically 
the fee extension provisions of 35 U.S.C. 41(a)(8)), however, 
permits applicants to take longer than three months to reply to an 
Office action or notice even in the absence of showing thai, in spite 
of ali due care, the applicant was unable to reply within a 
three-month period. Nevertheless, 35 U.S.C. 154(b)(2)(C)(ii) pro- 
vides that an applicant shall be deemed to have failed to engage in 
reasonable efforts to conclude prosecution for the cumulative total 
of any periods of time in excess of three months that are taken to 
reply to any notice or action by the Office making any rejection, 
objection, argument, or other request. Thus, Congress concluded 
that there is conduct during the prosecution of an application that 
is not unreasonable per se, but which is a failure to engage in 
reasonable efforts to conclude processing or examination of an 
application. Conversely, that conduct is permitted by the patent 
statute and rules of practice does not imply that such conduct is not 
a failure to engage in reasonable efforts to conclude processing or 
examination of an application. 


Comment 18: One comment objected to § 1.704(c) as being overly 
broad and not being limited to the situations where applicant’s 
actions or inactions have hindered the Office’s ability to process or 
examine the application. Several other comments argued that § 
1.704(c) sets off an applicant delay against unrelated Office delays 
(e.g., one comment noted that if in an application the Office does 
not issue a first Office action until fifteen months after the 
application’s filing date and later applicant files a notice of appeal 
followed by an appeal brief two months later, and an examiner’s 
answer is mailed two months after the appeal brief is filed, the 
applicant would receive no term adjustment, and argued that there 
was “no logical reason” for such a setoff). Another comment 
argued that the result is that applicants are penalized twice for 
actions which are characterized as a failure to engage in reasonable 
efforts to conclude prosecution: once because their patent issues 
later than it would have had the applicant not delayed and a second 
time because they receive a lesser term adjustment than they 
would have without their delay. 


Response: Section 1.704 as adopted (i.e., not adopting proposed §§ 
1.704(c)(6), 1.704(c)(7), 1.704(c)(8), 1.704(c\(9), = and 
1.704(c)(13)) will result in fewer situations in which patent term 
adjustment is reduced by an action or inaction that did not cause or 
contribute to the patent term adjustment. 


Nevertheless, 35 U.S.C. 154(b) provides that the period of patent 
term adjustment under 35 U.S.C. 154(b)(1) “shall be reduced by a 
period equal to the period of time during which the applicant failed 
to engage in reasonable efforts to conclude prosecution of the 
application.” See 35 U.S.C. 154(b)(2C)i). 35 U.S.C. 
154(b)(1)(C)(i) does not require the applicant's action or inaction 
(that amounts to a failure to engage in reasonable efforts to 
conclude prosecution of the application) to have caused or 
contributed to patent term adjustment for the period of adjustment 
to be reduced due to such action or inaction. The patent term 
adjustment provisions of 35 U.S.C. 154(b) create a balanced 
system allowing for patent term adjustment due to Office delays 
for a reasonably diligent applicant. Since the public has an interest 
in the technology disclosed and covered by a patent being 
available to the public at the earliest possible date, it is appropriate 
to reduce patent term adjustment by any period of time during 
which applicant failed to engage in reasonable efforts to conclude 
prosecution of the application, regardless of whether the appli- 
cant’s actions or inactions caused or contributed to patent term 
adjustment. 


Comment 19: One comment objected to § 1.704(c) not being 
limited to the proposed sixteen enumerated events that would 
result in reduction in term adjustment, but being also applicable to 
situations where an applicant acts in a manner which would delay 
the conclusion of prosecution (arguing, e.g., that an applicant 
should not have to accept a “picture claim” or face a reduction to 
any term adjustment). In addition, the comment stated that it is 
unclear what petitions the Office considers meritless since the 
Office does not publish petition decisions. 
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Response: The Office anticipates that some applicants will seek out 
ways to manipulate the system to their advantage no matter how 
exhaustive a listing of circumstances the Office were to set forth in 
§ 1.704(c). Thus, the Office must provide that the enumerated 
circumstances in § 1.704(c) are exemplary (and not exhaustive) to 
avoid always being one step behind such applicants. 


As discussed above, the Office plans to calculate patent term 
adjustment with a computer program that uses the PALM system 
records of the dates of receipt and nature of applicant correspon- 
dence and of the dates of mailing and nature of Office actions or 
notices. This automated approach will not lend itself to basing a 
reduction of patent term adjustment on circumstances not enumer- 
ated in § 1.704(c) except in the most peculiar situations (e.g., 
unsuccessfully seeking reconsideration or judicial review of a 
petition decision designated as final agency action). Finally, while 
the Office does not submit petition decisions for publication in the 
United States Patent Quarterly as a matter of course, the Office 
does post a variety of petition decisions on its Internet Web site (on 
the FOIA Web page, FOIA Reading Room (http://www.uspto.gov/ 
web/offices/com/sol/ foia/readroom.htm), Final Decisions of the 
Office of the Commissioner). 


Comment 20: One comment argued that the reduction in § 
1.704(c)(1) being equal to the time between the date a request for 
suspension of action under § 1.103 was filed and ending on the 
date the suspension was terminated should only be applied against 
any period where an adjustment is caused (e.g., against the 
three-year period). 


Response: As discussed above, 35 U.S.C. 154(b)(2)(C)(i) provides 
that the Office shall reduce any term adjustment by the period of 
time in which applicant has failed to engage in reasonable efforts 
to conclude prosecution, regardless of whether the applicant’s 
actions or inactions caused or contributed to patent term adjust- 
ment. 


Comment 21: One comment stated that making the period of 
reduction in § 1.704(c)(2) equal to the time between the date a 
request for deferral from issuance is filed to the date of issue of the 
patent was unfair because it includes the time in which the patent 
is printed. Another comment argued that the period should only be 
used to reduce a period of adjustment under § 1.703(a)(6) and (b) 
(failure to issue a patent within four months of the issue fee and 
compliance with all formal requirements, and failure to issue a 
patent within three years of the filing date of the application). 


Response: An applicant can avoid any reduction of patent term 
adjustment under § 1.703(c)(2) by refraining from requesting that 
the Office suspend or defer action in the application. An applicant 
who affirmatively seeks a deferral of action by the Office should 
not complain that such a request has resulted in a reduction of any 
patent term adjustment due to administrative delays by the Office. 


Comment 22: One comment stated that the proposal to make the 
period of reduction in § 1.704(c)(3) run from the date of abandon- 
ment to the date a favorable decision is mailed was unfair. The 
comment suggested that the applicant should not be charged with 
periods beyond four months from the date a petition is filed (as 
provided in proposed § 1.704(c)(15)). 


Response: The suggestion is adopted to the extent described 
below. In many applications, the first-filed petitions to revive an 
application or to accept late payment is not grantable and further 
evidence, a terminal disclaimer or a fee is required before it can be 
granted. The Office of Petitions may call the applicant and request 
the necessary item, have the applicant send it by facsimile 
transmission, and then grant the petition on the same day. Section 
1.704(c)(3) has been revised to state that the period of reduction 
will be the number of days, if any, beginning on the date of 
abandonment or the date after the date the issue fee was due and 
ending on the earlier of: (1) the date of mailing of the decision 
reviving the application or accepting late payment of the issue fee 
§ 1.703; or (2) the date that is four months after the date the 
grantable petition to revive the application or accept late payment 
of the issue fee was filed. 
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Comment 23: One comment argued that the periods of reduction in 
§ 1.704(c)(3) and (c)(4) should be combined and that the period 
should be reinstated if the abandonment was not the fault of 
applicant. Another comment argued that a reduction should apply 
only if the abandonment was unintentional (not unavoidable). 


Response: The suggestions are not adopted. The provisions of § 
1.704(c)(3) relate to situations in which the application was in fact 
abandoned, but the abandonment was either unavoidable or 
unintentional (permitting revival of the application). If an appli- 
cation is not properly held abandoned (is not in fact abandoned), 
the applicant should not petition to revive under § 1.137, but 
should petition to have the (improper) holding of abandonment 
withdrawn. The provisions of § 1.704(c)(4) relate to where the 
holding of abandonment is withdrawn because applicant has 
shown, for example, that the application became abandoned 
because the Office mailed a communication to the incorrect 
address, or applicant did not receive the communication. When a 
petition to withdraw the holding of abandonment is granted, the 
application is treated as never having been abandoned, but where 
an application is revived the period in which the application was 
abandoned is a failure to engage in reasonable efforts to conclude 
prosecution. Since the two concepts are different, they have been 
separated into separate paragraphs of § 1.704. 


Section |.704(c)(3) applies regardiess of whether the abandonment 
was unavoidable or just unintentional (but not unavoidable). The 
abandonment of an application as a result of actions or inactions 
within the control of applicant (and outside the control of the 
Office) does not preclude a finding of unavoidable delay. See, e.g., 
In re Lonardo, 17 USPQ2d 1455 (Comm’r Pat. 1990)(delay caused 
by deception of applicant by applicant’s representative); Ex parte 
Pratt, 1887 Dec. Comm’r Pat. 31 (1887)(delay caused by error by 
representative’s clerical staff); In re Katrapat, A.G., 6 USPQzd 
1863 (Comm’r Pat. 1988)(same). Such action, however, is still 
considered a failure to engage in reasonable efforts to conclude 
prosecution of the application. 


Comment 24: Another comment argued that the reduction in § 
1.704(c)(4) was unfair because it will generate a need for applicant 
to file a petition under § 1.705. 


Response: The Office is mindful that if a petition to withdraw the 
holding of abandonment is granted, the Office’s PALM system 
records should be checked to ensure that the correct term adjust- 
ment determination is made. As discussed above, applicants may 
check the Office’s PALM system records for their applications 
through PAIR at http://pair.uspto.gov (and are encouraged to do 
so). For example, if applicant shows that a reply was filed in the 
Office on March 2, but the March 2 reply was never matched with 
the file, when the petition to withdraw the holding of abandonment 
is granted, the receipt of a paper on March 2 should be recorded on 
the Office’s PALM system records. An applicant who receives a 
Notice of Abandonment and does not request that the holding be 
withdrawn within two months of the mailing date of the notice, 
however, is considered to have failed to engage in reasonable 
efforts to conclude prosecution and it is appropriate to use this 
period under § 1.704(c)(3) as a reduction. 


Comment 25: One comment generally agreed with § 1.704(c)(4), 
but objected to a “blameless applicant” who never received a 
Notice of Abandonment experiencing a reduction in term adjust- 
ment because they did not reply to the Notice within two months. 


Response: The Office currently issues over 160,000 patents each 
year. The only practical way to perform the calculations required 
by the patent term adjustment provisions of 35 U.S.C. 154 (and its 
implementation regulations) is by a program using the information 
contained in the PALM system. If the patent term adjustment were 
to be manually calculated for each application, the time required 
for the term adjustment calculation could exceed the time required 
to otherwise process the application. In order to minimize the cost 
of the patent term adjustment determination and conserve re- 
sources for examination of the application (e.g., the prior art search 
and a decision of whether the claims are patentable), it is 
imperative that as much of the computation be done using the 
Office’s automated information systems. The computer program 
must rely upon the information in the Office’s PALM system 
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records for the dates of receipt of applicant correspondence and the 
dates of mailing of Office actions or notices and of the nature of 
such applicant correspondence and Office actions or notices. As 
discussed above, applicants may check the Office’s PALM system 
records for their applications through the PAIR system at http:// 
pair.uspto.gov (and are encouraged to do so). 


Comment 26: Two comments argued that in § 1.704(c)(5), the 
reduction for conversion of a provisional application to a non- 
provisional application should only offset periods of adjustment in 
§ 1.703(a)(1) and (b) (the fourteen-month and three-year provi- 
sions). 


Response: 35 U.S.C. 154(b)(2)(C)(i) provides that the period of 
adjustment “shall be reduced by a period equal to the period of 
time during which the applicant failed to engage in reasonable 
efforts to conclude prosecution of the application.” In any event, 
requesting conversion of a provisional application into a nonpro- 
visional application is a poor choice for any applicant interested in 
maximizing patent term. See Changes to Application Examination 


and Provisional Application Practice, Interim Rule, 65 FR 14865, 


14866 (Mar. 20, 2000), 1233 Off. Gaz. Pat. Office 47, 47 (Apr. 11, 
2000). In addition, converting a provisional application into a 
nonprovisional application (rather than simply processing a non- 
provisional application that claims the benefit of the provisional 
application’s filing date) requires exception processing by the 
Office. As discussed above, applicants who prosecute applications 
in a manner that requires exception handling by the Office have no 
complaint concerning the negative patent term impacts that result 
from their poor choices. 


Comment 27: Several comments argued that the provisions of § 
1.704(c)(6) reducing patent term adjustment for all the time taken 
by an applicant to complete the requirements of a patent applica- 
tion were an unfair penalty. The comments argued that there 
should be a relationship between the reduction and an adjustment, 
that the Office should be able to demonstrate that the actions of the 
applicant resulted in delays in examination of that application, and 
that it was not unreasonable to file an application as soon as 
possible and to file an executed oath or declaration, formal 
drawings or a translation of the application at a later date. Another 
comment argued that the provisions of § 1.704(c)(6) penalized an 
applicant for the Office’s delay in assigning an application number. 
Another comment argued that it is better for the Office for the 
applicant to wait until a Notice to File Missing Parts of Application 
is received than for the applicant to file the missing parts after 
filing the application and without a copy of a Notice to File 
Missing Parts of Application, and that the reduction should be 
measured from the mailing date of the notice. 


Response: The Office has revised § 1.704 to eliminate proposed § 
1.704(c)(6), such that missing parts (missing filing fee, oath or 
declaration, and missing English language translation of a non- 
English language application) and application formalities (speci- 
fication on papers in compliance with § 1.52, title and abstract in 
compliance with § 1.72, drawings in compliance with § 1.84, and 
sequence listings in compliance with § 1.821 et seq.) are treated 
under § 1.704(b). Thus, any patent term adjustment will be 
reduced if an applicant does not supply the missing part or correct 
the informality within three months of the Office action or notice 
requiring the missing part or correction of the informality. 


Comment 28: One comment argued that 35 U.S.C. 
154(b)(2)(C)(ii) provides that a reply filed within three months of 
the date of an Office action or notice setting forth a requirement 
should not result in any patent term adjustment penalty. The 
comment also argued that since the eighteen-month publication 
rules permit a redacted application to be filed up to sixteen months 
from the priority date, the requirement for papers to be filed for 
purposes any earlier than this date was not justified. Another 
comment argued that the provisions of proposed § 1.704(c)(6) 
were too strict and that applicants should be given three months to 
complete formal requirements after receiving notice of the neces- 
sary formal requirements. The comment argues that a period of 
three months after the Office makes any rejection, objection or 
other request should be considered prima facie reasonable. An- 
other comment argued that the period in which an applicant is 
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considered to have “failed to engage in reasonable efforts” should 
begin with the date on which applicant is given notice of the 
defect. 


Response: While the Office has revised § 1.704 such that missing 
parts and application formalities are treated under § 1.704(b) (as 
discussed above), this revision to § 1.704 is not required by the 
provisions of 35 U.S.C. 154(b)(2)(C). Since 35 U.S.C. 
154(b)(2)(C)(iii) provides for the Office to prescribe regulations 
establishing the circumstances that constitute a failure of an 
applicant to engage in reasonable efforts to conclude processing or 
examination of an application, 35 U.S.C. 154(b)(2)(C)(ii) cannot 
be considered exhaustive of the circumstances for which an 
applicant may be determined to have failed to engage in reason- 
able efforts to conclude processing or examination of an applica- 
tion. If the Office determines that treating missing parts and 
application formalities under § 1.704(b) is causing the Office to 
miss the time periods set forth in 35 U.S.C. 154(b)(1), the Office 
will need to reconsider its original proposal to treat missing parts 
and application formalities as a failure to engage in reasonable 
efforts to conclude processing or examination without regard to 
whether the applicant has been given a prior reminder or notice to 
supply the missing part or correct the informality. 


As to the provisions for a redacted application to be filed up to 
sixteen months from the earliest priority date or filing date of the 
application, these provisions are not relevant to whether filing 
components of an application after the filing date of the application 
is a failure to engage in reasonable efforts to conclude processing 
or examination of an application. The timing of when a redacted 
application is filed is irrelevant to the prosecution of an application 
because the filing of a redacted copy of an application is 
completely unrelated to prosecution of the application. 


Comment 29: One comment suggested that the missing parts 
practice in the Office of Initial Patent Examination (OIPE) be 
expanded to include examination of components required for 
eighteen-month publication so as to minimize any term adjustment 
reductions. 


Response: The Office plans to modify the review in OIPE to 
include items necessary for publication of applications. 


Comment 30: Another comment argued that proposed § 
1.704(c)(6) was in conflict with the diligence requirements of § 
1.47 and frustrates a fundamental objective of patent law (i.e., 
encouraging an applicant to file a patent application as soon as 
possible). The comment argues that because inventorship is not 
determined unti] the claims are finalized and because of the 
requirement for diligence under § 1.47, it is not possible to file a 
petition under § 1.47 for months after an application is filed. 


Response: As discussed above, the Office has revised § 1.704 to 
eliminate proposed § 1.704(c)(6), such that missing parts (missing 
filing fee, oath or declaration, and missing English language 
translation) are treated under § 1.704(b), in that any patent term 
adjustment will be reduced if an applicant does not supply a 
missing filing fee, oath or declaration, or English-language trans- 
lation within three months of the Office notice requiring the filing 
fee, oath or declaration, or English-language translation. 


In the event that one or all of the inventors refuse to execute the 
oath or declaration, the Office cannot process the application for 
publication or examine the application until the party filing the 
application on behalf of the inventor(s) establishes that he or she 
is the appropriate applicant and that the requirements of 35 U.S.C. 
116 and 118 have been met. Thus, if one or all of the inventors 
refuse to execute the oath or declaration, a grantable petition under 
§ 1.47 must be filed within three months of the Office notice 
requiring an executed oath or declaration (e.g., a Notice to File 
Missing Parts of Application (PTO- 1533)) to avoid a reduction of 
any patent term adjustment under § 1.704(b). While the patent law 
does encourage the filing of a patent application as soon as 
possible (e.g., to avoid a bar under 35 U.S.C. 102(b)), § 1.47 (35 
U.S.C. 116 and 118) was not intended to give applicants a longer 
time to prepare an application for filing. See Ex parte Sassin, 1906 
Dec. Comm’r Pat 205, 206 (1906). 
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Comment 31: Several comments argued that the provisions of 
proposed § 1.704(c)(7) unfairly discriminated against PCT appli- 
cants and ignored the legislative history of the Act. These 
comments suggested that the Office should define, for purposes of 
patent term adjustment, the “actual filing date” as the date that all 
requirements for entry into the national stage are met. Another 
comment argued that the provisions of proposed § 1.704(c)(7) and 
(c)(8) undermine the benefits provided by the international phase 
procedure under the PCT. This comment also: (1) suggested that 
any period of patent term adjustment under the three-year pen- 
dency provision of 35 U.S.C. 154(b)(1)(B) be reduced by the 
number of days (if any) beginning on the date on which the 
national phase commences under 35 U.S.C. 371(b) or (f) and 
ending on the day the applicant completes the requirements for 
entry into the national phase; (2) observed that events that occur in 
the international phase advance prosecution because formalities 
are resolved, a search is conducted, and preliminary examination is 
begun; (3) argued that proposed § 1.704(c)(7) will force applicants 
to forgo their entitlements under the treaty or risk a reduction in a 
term adjustment, and that applicants under the PCT will be in a 
worse position than regular national applicants; and (4) noted that 
someone who files a “bypass” application (an application under 35 
U.S.C. 111 claiming the benefit of the international application 
under 35 U.S.C. 120) instead of entering the national phase under 
35 U.S.C. 371 will not have the international phase used as a 
reduction to any term adjustment. The comments also argued that 
the provisions of proposed § 1.704(c)(8) were unfair for the same 
reasons as stated for proposed § 1.704(c)(7). Finally, several 
comments requested clarification of, or made suggestions, for the 
language of proposed § 1.704(c)(7) and proposed § 1.704(c)(8). 


Response: The Office is interpreting the phrase “actual filing date 
of the application in the United States” in 35 U.S.C. 154(b)(1)(B) 
to mean the date the national stage commenced under 35 U.S.C. 
371(b) or (f) in the case of an international application. The Office 
originally interpreted the phrase “actual filing date of the applica- 
tion in the United States” in 35 U.S.C. 154(b)(1)(B) to mean the 
international filing date of the application under PCT Article 11(3) 
and 35 U.S.C. 363 in the case of an international application.See 
Changes to Implement Patent Term Adjustment Under Twenty- 
Year Patent Term, 65 FR at 17220, 1233 Off. Gaz. Pat. Office at 
113. Further consideration of this position, however, leads to the 
conclusion that: (1) the interpretation of the phrase “actual filing 
date of the application in the United States” in 35 U.S.C. 
154(b)(1)(B) to be the filing date of the international application 
under PCT Article 11(3) and 35 U.S.C. 363 in the case of an 
international application is inconsistent with the legislative history 
of 35 U.S.C. 154(b)(1)(B) and is incongruous with the provisions 
of 35 U.S.C. 154(b)(1(A)UD and (B)(iii); and (2) the phrase 
“actual filing date of the application in the United States” in 35 
U.S.C. 154(b)(1)(B) must mean the date the national stage 
commenced under 35 U.S.C. 371(b) or (f) in the case of an 
international application. 


Without resort to guides to interpretation (e.g., legislative history, 
other provisions of title 35, U.S.C., or the PCT), the phrase “actual 
filing date of the application in the United States” appears to mean 
that the three-year period specified in 35 U.S.C. 154(b)(1)(B) is 
measured from the date the application is actually filed (i.e., 
physically received) in the United States Patent and Trademark 
Office. That is, the phrase “actual filing date of the application in 
the United States” appears to mean the date that the application 
itself is physically received in the United States Patent and 
Trademark Office, regardless of whether it is an application filed 
under 35 U.S.C. 111(a) or an international application filed under 
PCT Article 11. 


As discussed above, the American Inventors Protection Act of 
1999 was enacted into law as part of Pub. L. 106-113. The 
Conference Report for H.R. 3194 (which resulted in Pub. L. 
106-113) does not contain any discussion (other than the incorpo- 
rated language) of the American Inventors Protection Act of 1999 
(title IV of S. 1948). See H.R. Conf. Rep. No. 106-497, at 37 and 
1089-174 (1999). A section-by-section analysis of S. 1948, how- 
ever, was printed in the Congressional Record at the request of 
Senator Lott. See 145 Cong. Rec. $14,708-26 (1999)(daily ed. 
Nov. 17, 1999). The section-by-section analysis explained that: 
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day-for-day restoration of term is granted if the [Office] has not 
issued a patent within three years after “the actual date of the 
application in the United States.” This language was intentionally 
selected to exclude the filing date of an application under the 
Patent Cooperation Treaty (PCT). Otherwise, an applicant could 
obtain up to a 30-month extension of a U.S. patent merely by filing 
under PCT, rather than directly in the [Office], gaining an unfair 
advantage in contrast to strictly domestic applicants. 


See 145 Cong. Rec. at $14,718. 


The legislative history of 35 U.S.C. 154(b)(1)(B) is clear that the 
phrase “actual filing date of the application in the United States” in 
35 U.S.C. 154(b)(1)(B) does not mean (but was intentionally 
selected to exclude) the date on which the international application 
was filed under the PCT. The interpretation of the phrase “actual 
filing date of the application in the United States” in 35 U.S.C. 
154(b)(1)(B) as meaning the filing date of the application under 
the PCT (PCT Article 11(3)) would defeat the plain intent of 
Congress to “exclude the filing date of an application under the 
(PCT]” and would permit (rather than avoid) the use of the PCT to 
give an applicant an advantage in obtaining a longer patent term 
adjustment compared to a similarly processed and examined 
application filed under 35 U.S.C. 111(a). Therefore, the interpre- 
tation of the phrase “actual filing date of the application in the 
United States” in 35 U.S.C. 154(b)(1)(B) as not meaning the filing 
date of the application under the PCT (PCT Article 11(3)) is 
consistent with the legislative history of 35 U.S.C. 154(b)(1)(B). 


In addition, the interpretation of the phrase “actual filing date of 
the application in the United States” in 35 U.S.C. 154(b)(1)(B) as 
meaning the filing date of the application under the PCT is 
incongruous with the provision in 35 U.S.C. 154(b)(1)(B)(iii).35 
U.S.C. 154(b)(1)(B) provides that if the pendency of an applica- 
tion is more than three years from the actual filing date of the 
application, the term of the patent issuing from the application 
shall be extended one day for each day after the end of the 
three-year period, but that certain time periods are excluded from 
the three-year period. 35 U.S.C. 154(b)(1)(B)(ili) specifically 
provides that time consumed by delays in the processing of the 
application by the Office requested by applicant are excluded from 
this three-year period. The interpretation of the phrase “actual 
filing date of the application in the United States” in 35 U.S.C. 
154(b)(1)(B) as meaning the “international filing date” under PCT 
Article 11(3) leads to the result that an applicant is able to obtain 
a delay in paying fees and filing papers and in the processing of the 
application by using the PCT (MPEP 1893), and obtain term 
adjustment based upon the three-year period being measured from 
the international filing date (i.e., without the delay being excluded 
from the three-year period as with other applicant-elected delays). 
This result is incongruous with the provisions in 35 U.S.C. 
154(b)(1)(B)(iii) that time consumed by delays in the processing 
of the application by the Office requested by applicant are 
excluded from this three-year period. 


The interpretation of the phrase “actual filing date of the applica- 
tion in the United States” in 35 U.S.C. 154(b)(1)(B) as meaning 
the filing date of the application under the PCT is also incongruous 
with the provision in 35 U.S.C. 154(b)(1)(A)(i)(ID) where a date 
later than the filing date of the application under the PCT is used. 
Each of 35 U.S.C. 154(b)(1)(A)(i) and 154(b)(1)(B) provide that 
an applicant may be entitled to patent term adjustment if the Office 
fails to take certain action within a specified time period:(1) 
provide at least one of an Office action under 35 U.S.C. 132 or 
notice of allowance under 35 U.S.C. 151 within fourteen months 
(35 U.S.C. 154(b)(1)(A)(i)); or (2) issue a patent within three years 
(35 U.S.C. 154(b)(1)(B)). For applications filed under 35 U.S.C. 
111(a), the fourteen-month period begins with the filing date of the 
application (35 U.S.C. 154(b)(1 (A)(i)()), but for applications that 
enter the national stage under 35 U.S.C. 371, the fourteen-month 
period begins with the date on which the international application 
fulfilled the requirements of 35 U.S.C. 371 (35 U.S.C. 
154(b)(1)(A)Gi)(ID), which can be more than thirty months after 
the international filing date of the application. 


As discussed above, Congress recognized that national processing 
of an international application is delayed by up to thirty months 
under the PCT filing system. Interpreting the phrase “actual filing 
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date of the application in the United States” in 35 U.S.C. 
154(b)(1)(B) as meaning the filing date of the application under 
the PCT would require the conclusion that Congress considered 
the Office’s failure to issue a patent within thirty-six months of the 
filing date of an international application under 35 U.S.C. 363 to 
constitute an unusual administrative delay (35 U.S.C. 
154(b)(1)(B)), but did not consider the Office’s failure to initially 
act on the application to be an unusual administrative delay unless 
the Office did not issue either an Office action under 35 U.S.C. 132 
or notice of allowance under 35 U.S.C. 151 within forty-four 
(thirty plus fourteen) months of the filing date of an international 
application under 35 U.S.C. 363 (35 U.S.C. 154(b)(1)(A)(@)(ID)). 
35 U.S.C. 131 and 151, however, require the Office to examine an 
application and issue a notice of allowance under 35 U.S.C. 151 
before issuing a patent on the application. Thus, the interpretation 
of the “actual filing date of the application in the United States” to 
mean the filing date under 35 U.S.C. 363 requires the conclusion 
that Congress intended an odd if not absurd result: that the Office 
is expected to be able to issue a patent quicker (within thirty-six 
months of the filing date under 35 U.S.C. 363) than it is expected 
to be able to initially act on the application (within forty-four 
months of the filing date under 35 U.S.C. 363). 


The legislative history of 35 U.S.C. 154(b)(1)(B) specifically 
indicates that Congress wanted to avoid the situation in which an 
applicant could gain an extension of “up to” thirty months merely 
by filing the application under the PCT system. See 145 Cong. 
Rec. at $14,718 ({o]therwise, an applicant could obtain up to a 
30-month extension of a U.S. patent merely by filing under PCT, 
rather than directly in the [Office], gaining an unfair advantage in 
contrast to strictly domestic applicants). While 35 U.S.C. 
154(b)(1)(A)(DCID ties its fourteen-month period to fulfillment of 
the requirements of 35 U.S.C. 371 in the case of an international 
application, the PCT and 35 U.S.C. 371 permit applicants to delay 
fulfillment of the requirements of 35 U.S.C. 371 beyond thirty 
months (rather than “up to” thirty months). The PCT (PCT Article 
39(1)(a)), however, allows an applicant to obtain a delay of up to 
thirty months in commencement of the national stage (35 U.S.C. 


371(b)) by the timely filing of a demand for international prelimi- 
nary examination. Therefore, the legislative history of 35 U.S.C. 
154(b)(1)(B) indicates that the phrase “actual filing date of the 
application in the United States” as used in 35 U.S.C. 154(b)(1)(B) 
means the date the national stage commenced under 35 U.S.C. 
371(b) or (f) in the case of an international application. 


In addition, while the international phase of an international 
application is not entirely devoid of activity, the Office does not 
(and cannot) begin examination of the application as provided for 
in 35 U.S.C. 131 and 132 until after it has entered that national 
stage of processing under 35 U.S.C. 371(b) or (f). See PCT 
Articles 23 and 40. Therefore, it is consistent with the legislative 
history of 35 U.S.C. 154(b) to not take the period prior to 
commencement of the national stage into account in determining 
whether the Office is meeting any of the time frames for exami- 
nation of the application provided for in 35 U.S.C. 154(b)(1). 


35 U.S.C. 363 does provide, in relevant part, that “[a]n interna- 
tional application designating the United States shall have the 
effect, from its international filing date under [PCT Article 11], of 
a national application for patent regularly filed in the [Office].” 
The legislative history of 35 U.S.C. 363 indicates that an interna- 
tional application designating the United States, regardless of 
whether it was filed in this or any other contracting country, has the 
effect, from its international filing date, of a regular national 
application for patent filed in the United States Patent and 
Trademark Office, and that the international filing date of an 
international application would be considered as the actual filing 
date in the United States Patent and Trademark Office (except as 
provided in 35 U.S.C. 102(e)). See H.R. Rep. No. 94-592, at 9 
(1975), reprinted in 1975 U.S.C.C.A.N. 1220, 1228. Nevertheless, 
the phrase “shall have the effect” of having an earlier filing date 
(the international filing date) as used in the patent statute does not 
necessarily mean that the actual filing date of the application is the 
earlier filing date (the international filing date). See In re Hilmer, 
359 F.2d 859, 149 USPQ 480 (CCPA 1966) (discusses distinction 
in the patent statute between an actual filing date having the same 
effect of such a filing date). 
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In addition, PCT Article 11(3) provides, in relevant part, that “any 
international application fulfilling the requirements listed in [PCT 
Article 11(1)(i) through (iii)] and accorded an international filing 
date shall have the effect of a regular national application in each 
designated State as of the international filing date, which date shall 
be considered to be the actual filing date in each designated State.” 
Read in conjunction with the provisions of PCT Article 11(3), the 
phrase “actual filing date of the application in the United States” in 
35 U.S.C. 154(b)(1)(B) might appear to mean the filing date of the 
international application under PCT Article 11(3) and 35 U.S.C. 
363 in the case of an international application. Nevertheless, it is 
not appropriate to mechanically interpret the phrase “actual filing 
date of the application in the United States” in 35 U.S.C. 154(b) in 
light of PCT Article 11(3) when that interpretation is at odds with 
the legislative history of this provision of 35 U.S.C. 154(b)(1)(B) 
and the provisions of 35 U.S.C. 154(b)(1(A)(@)(ID and (B)(iii). 


The Office will continue to interpret the phrase “from the date on 
which the application for the patent was filed in the United States” 
in 35 U.S.C. 154(a)(2) (and former 35 U.S.C. 154(b)(3)(B)) as 
meaning the international filing date under PCT Article 11(3) and 
35 U.S.C. 363 in the case of an international application. 


If the phrase “actual filing date of the application in the United 
States” as used in 35 U.S.C. 154(b)(1)(B) were to be interpreted to 
mean any date other than the date the national stage commenced 
under 35 U.S.C. 371(b) or (f) in the case of an international 
application, the Office would have to consider the failure to fulfill 
the requirements of 35 U.S.C. 371 to be a circumstance constitut- 
ing a failure to engage in reasonable efforts to conclude prosecu- 
tion (or processing or examination) of an application in an 
international application and reduce the period of any patent term 
adjustment by the period beginning on the “actual filing date of the 
application in the United States” of the application and ending on 
the date the application fulfilled the requirements of 35 U.S.C. 
371. The interpretation of the phrase “actual filing date of the 
application in the United States” as used in 35 U.S.C. 154(b)(1)(B) 
to mean the date the national stage commenced under 35 U.S.C. 
371(b) or (f) in the case of an international application, however, 
renders it unnecessary to provide that any period of patent term 
adjustment under the three-year pendency provision of 35 U.S.C. 
154(b)(1)(B) be reduced by the number of days (if any) beginning 
on the date on which the national phase commences under 35 
U.S.C. 371(b) and ending on the day the applicant completes the 
requirements for entry into the national phase. After commence- 
ment of national stage processing, delays in fulfilling the require- 
ments of 35 U.S.C. 371 will be treated under § 1.704(b). 


Finally, the interpretation of the phrase “actual filing date of the 
application in the United States” as used in 35 U.S.C. 154(b)(1)(B) 
to mean the date the national stage commenced under 35 U.S.C. 
371(b) or (f) in the case of an international application, rather than 
establishing the failure to fulfill the requirements of 35 U.S.C. 371 
as a circumstance constituting a failure to engage in reasonable 
efforts to conclude prosecution (or processing or examination) of 
an application, will not force applicants to forgo their entitlements 
under the treaty or risk a reduction in a term adjustment, and will 
place PCT applicants in a similar position to “regular” national 
applicants or applicants who chose to file a “bypass” application 
(an application under 35 U.S.C. 111 claiming priority under 35 
U.S.C. 120 to the international application) instead of entering the 
national phase under 35 U.S.C. 371. 


Comment 32: Several comments argued that the formalities 
covered by proposed § 1.704(c)(9) (which subjects an applicant to 
reduction of any term adjustment if, for example, the application 
papers cannot be scanned, an abstract is not submitted or does not 
comply with the rules, printable drawings are not filed or a 
sequence listing is not filed in appropriate computer readable 
form) usually do not delay examination. The comments also 
expressed concern that the defect would not be objected to in 
initial examination, and only later by the patent examiner. The 
comments argue that there should be no failure to engage reduction 
if the defect is not noted during initial examination, especially if 
the defect only arises after a restriction requirement which makes 
a revision to the title, for example, necessary. Several comments 
alleged that the proposed § 1.704(c)(9) required formal drawings 
to be included on filing. 





1243 TMOG 362 
(123) 


Response: The Office has revised § 1.704 such that application 
formalities (specification on papers in compliance with § 1.52, title 
and abstract in compliance with § 1.72, drawings in compliance 
with §1.84, and sequence listings in compliance with § 1.821 et 
seq.) are treated under § 1.704(b). Thus, any patent term adjust- 
ment will be reduced if an applicant does not correct the 
informality within three months of the Office action or notice 
requiring the missing part or correction of the informality. 


Comment 33: One comment argued that the reduction in proposed 
§ 1.704(c)(10) (§ 1.704(c)(6) as adopted) was excessive because 
there was no requirement for the Office to treat the preliminary 
paper within a set time. The comment argues that any time beyond 
one month from the filing of the preliminary amendment for the 
Office to issue a supplemental action should not be considered a 
failure to engage in reasonable efforts to conclude processing of an 
application. One comment argued that the proposal left an “im- 
mense loophole for unlimited PTO delay” and suggested that any 
reduction be limited to the lesser of (a) the proposed period or (b) 
the sum of (i) the time between the original Office action and the 
request for a supplement action plus (ii) the lesser of four months 
and the time between the filing of the request and the issuance of 
the supplemental action. Another comment argued that the reduc- 
tion should be limited to four months. 


Response: Section 1.704(c)(6) as adopted provides that the period 
of adjustment set forth in § 1.703 shall be reduced by the lesser of 
the number of days, if any, beginning on the mailing date of the 
original Office action or notice of allowance and ending on the date 
of mailing of the supplemental Office action or notice of allowance 
or four months (emphasis added). An applicant filing a prelimi- 
nary amendment or other paper at a time close to when a first 
Office action is expected is encouraged to check with the Office 
(e.g., through PAIR at http://pair.uspto.gov) before mailing in the 
paper. If the application is charged to a patent examiner, the 
examiner should be informed of the paper and the paper should be 
submitted to the examiner by facsimile transmission in order to 
reduce the likelihood of the examiner having to issue a supple- 
mental Office action. 


Applicants do not generally ask the Office to issue a supplemental 
Office action and § 1.704(c)(6) is not directed to this situation. 
Instead, § 1.704(c)(6) is directed to the situation, for example, in 
which an amendment is filed in February and then a supplemental 
amendment is filed in March, but is not in the file when the 
examiner prepares a reply in April. If the examiner then prepares 
another Office action in May to treat the March amendment, the 
reduction under § 1.704(c)(6) would be one month, the time 
between the April Office action and the May Office action. 


Comment 34: As to proposed § 1.704(c)(11) (§ 1.704(c)(7) as 
adopted), the proposal that patent term adjustment will be reduced 
for the time period between submission of an initial reply and a 
reply in compliance with § 1.135(c) was criticized as creating an 
incentive for the examiner to find a reply non-responsive when a 
four-month deadline is not met. The comment suggests that other 
options be considered, including setting an upper limit of four 
months for this situation. 


Response: Patent examiner performance plans hold examiners 
responsible for acting on applications within specified time frames. 
Patent examiner performance plans, however, do not hold exam- 
iners responsible for the patent term adjustment that may result in 
their applications. Thus, an examiner should not be overly mindful 
of the patent term adjustment implications of their actions. If a 
reply is filed that does not address each and every objection, 
rejection or other requirement made by the examiner, then the 
reply is not responsive to the Office action and the time between 
the filing of the incomplete reply and the date the omission was 
supplied is the period of time in which applicant’s actions resulted 
in the Office not being able to complete processing or examination 
of the application. 


While Office practice is to treat a bona fide but non-responsive 
reply by issuing a notice setting a one-month (or thirty-day) period 
for reply and permitting applicants to obtain up to five additional 
months under § 1.136(a), the Office could have changed this 
practice (as part of implementing the patent term adjustment 
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provisions of the American Inventors Protection Act of 1999) to 
set a one-month (or thirty-day) non-extendable period for supply- 
ing omissions in a reply. The Office elected to retain the relatively 
liberal practice for treating such non-responsive replies. To pro- 
vide applicants with this extended period within which to supply 
an omission, however, the Office must provide that any patent term 
adjustment will be reduced by the period of time between the date 
the incomplete reply was filed and the date the omission was 
supplied. Since both the filing of a reply that is complete and the 
filing of any supplement necessary to a reply having an omission 
are within the control of the applicant, there is no need for a 
four-month upper limit. 


Comment 35: As to proposed § 1.704(c)(12) (§ 1.704(c)(8) as 
adopted), one comment argued that the submission of supplemen- 
tal replies should not be construed as a failure to engage in 
reasonable efforts because sometimes the supplemental reply 
expedites resolution of the issues. 


Response: Section 1.704(c)(8) as adopted contains an exclusion 
for “a supplemental reply or other paper expressly requested by the 
examiner.” Thus, a supplemental reply or other paper expressly 
requested by the examiner (e.g., a supplemental amendment 
carrying into effect agreements reached between the applicant and 
the examiner) will not be considered a failure to engage in 
reasonable efforts to conclude processing or examination of an 
application, where the filing of a supplemental reply or other paper 
that was not expressly requested by the examiner will be consid- 
ered a failure to engage in reasonable efforts to conclude process- 
ing or examination of an application. 


Comment 36: Several other comments addressed proposed § 
1.704(c)(12), arguing that an information disclosure statement 
filed within three months of applicant learning of the prior art 
should not be construed as a failure to engage in reasonable efforts 
because this event is beyond the control of the applicant. 


Response: The filing of an information disclosure statement (or 
supplemental reply) after the filing of a reply will significantly 
interfere with the Office’s ability to meet the time frame set forth 
in 35 U.S.C. 154(b)(1)(A)(ii) and 154(b)(1)(B) and § 1.702(a)(2) 
and (b). Nevertheless, the Office considers it appropriate to permit 
applicants to submit information cited in a communication from a 
foreign patent office in a counterpart application to the Office 
without a reduction in patent term adjustment if an information 
disclosure statement is submitted to the Office within thirty days 
(not three months) of the date the communication from the foreign 
patent office was received by an individual designated in § 1.56(c). 
While this time period is considerably shorter than the three-month 
period provided in § 1.97(e), a non-extendable thirty-day time 
period is necessary to avoid substantial interference with the time 
frame imposed on the Office by 35 U.S.C. 154(b)(1)(A)(ii). 


Comment 37: One comment argued that proposed § 1.704(c)(12) 
would result in a request for filing an assignment being used to 
reduce the period of adjustment. 


Response: Assignment papers should be mailed to BOX ASSIGN- 
MENT and should not be placed into an application file. See MPEP 
303. As a result, the filing of a cover sheet for an assignment and 
an assignment would not be used in the patent term adjustment 
determination. Furthermore, a Notice of Non-Recordation (MPEP 
302.09) is not a notice related to the processing or examination of 
a patent application and will not be used in the patent term 
adjustment determination. 


Comment 38: Several comments stated that it was manifestly 
unfair for a term adjustment to be reduced by the time between 
filing a notice of appeal and the appeal brief in proposed § 
1.704(c)(13). Several of these comments suggested that the time 
between two months after the notice of appeal and filing of the 
appeal brief be used as a failure to engage reduction. One of the 
comments suggested that applicants be given at least one month 
between notice of appeal and filing of the appeal brief before 
further delays begin to be considered a failure to engage. Another 
comment argued that proposed § 1.704(c)(13) was unfair because 
a notice of appeal is a desirable means of avoiding paying 
extension of time fees. The comment further argued that if the 
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appeal is successful, the time taken to file an appeal brief should 
not be considered a failure to engage in reasonable efforts to 
conclude processing or examination of the application unless more 
than a reasonable amount of time is taken to file the appeal brief. 
Several comments suggested that the taking of an appeal begins 
with the filing of the appeal brief and not with the filing of a notice 
of appeal. One of these comments stated that the Office’s treating 
an appeal as having been taken when the notice of appeal is filed 
but reducing any patent term adjustment by the period between the 
filing of the notice of appeal and the filing of an appeal brief will 
have the effect of having the relevant four-month period run from 
the filing of the appeal brief and probably reached the result 
Congress intended, but indicated that such a practice will create 
client-relation difficulty. 


Response: The Office is interpreting the phrase “the date on 
which” an “appeal was taken” in 35 U.S.C. 154(b)(1)(A)(ii) as the 
date an appeal brief in compliance with § 1.192 was filed. The 
Office originally interpreted the phrase “the date on which” an 
“appeal was taken” in 35 U.S.C. 154(b)(1)(A)(ii) to mean the date 
a notice of appeal to the Board of Patent Appeals and Interferences 
under 35 U.S.C. 134 and § 1.191 was filed. See Changes to 
Implement Patent Term Adjustment Under Twenty-Year Patent 
Term, 65 FR at 17217, 1233 Off. Gaz. Pat. Office at 111. The 
Office has reconsidered this interpretation of the phrase “the date 
on which” an “appeal was taken” in 35 U.S.C. 154(b)(1)(A)(ii). 


Neither the patent statute nor the rules of practice provide any 
definition (or antecedent basis) for the phrase “appeal was taken” 
so as to signify whether “the date on which” an “appeal was taken” 
means the date a notice of appeal to the Board of Patent Appeals 
and Interferences under 35 U.S.C. 134 and § 1.191 was filed, or 
whether it means the date the documents and fees from applicant 
(i.e., an appeal brief in compliance with § 1.192) that are necessary 
for the appeal to go forward (or be “taken”’) to the Board of Patent 
Appeals and Interferences was filed. Therefore, it is necessary to 
resort to the context of this provision within the scheme of 35 
U.S.C. 154(b)(1) and legislative history of 35 U.S.C. 154(b) to 
ascertain the meaning of this phrase. 


The interpretation of the phrase “the date on which” an “appeal 
was taken” as meaning the date a notice of appeal to the Board of 
Patent Appeals and Interferences under 35 U.S.C. 134 and § 1.191 
was filed (rather than the date an appeal brief in compliance with 
§ 1.192 was filed) is not consistent with the scheme of 35 U.S.C. 
154(b)(1)(A) and (B). Both 35 U.S.C. 154(b)(1)(A) and (B) set 
forth an objective time clock system.35 U.S.C. 154(b)(1)(A) sets 
forth an objective clock system that measures the time taken by the 
Office to perform certain acts of examination when such actions 
are expected in response to actions (e.g., the filing of an applica- 
tion, reply to an Office action, payment of the issue fee) by the 
applicant, where 35 U.S.C. 154(b)(1)(B) sets forth an objective 
clock system that measures overall time taken by the Office to 
issue the patent. 


The Office is not expected to respond to the filing of a notice of 
appeal to the Board of Patent Appeals and Interferences under 35 
U.S.C. 134 and § 1.191 unless and until the applicant files the 
documents and fees (i.e., an appeal brief in compliance with § 
1.192) necessary for the appeal to go forward (or be “taken’’) to the 
Board of Patent Appeals and Interferences. Since this provision is 
included as part of the clock system of 35 U.S.C. 154(b)(1)(A) that 
measures the time taken by the Office to perform certain acts of 
examination when such actions are expected in response to actions 
by the applicant (rather than the overall clock system of 35 U.S.C. 
154(b)(1)(B)), it would be inconsistent with the scheme of 35 
U.S.C. 154(b)(1)(A) and (B) to have the four-month period in 35 
U.S.C. 154(b)(1)(A)(ii) run at a time (between the filing of a notice 
of appeal to the Board of Patent Appeals and Interferences under 
35 U.S.C. 134 and § 1.191 and the filing of an appeal brief in 
compliance with § 1.192) when the Office is not expected to 
perform any action in the application. 


The interpretation of the phrase “the date on which” an “appeal 
was taken” as meaning the date a notice of appeal to the Board of 
Patent Appeals and Interferences under 35 U.S.C. 134 and § 1.191 
was filed (rather than the date an appeal brief in compliance with 
§ 1.192 was filed) is also not consistent with the legislative history 
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of 35 U.S.C. 154(b). As discussed above, the provisions in 35 
U.S.C. 154(b)(A) and (B) for patent term adjustment on the bases 
of administrative delays in acting on an application or issuing a 
patent evolved from legislation introduced in the 104th Congress. 
See Patent Application Publication Act of 1995, H.R. 1733, 104th 
Cong. (1995). Section 8 of H.R. 1733 simply provided for patent 
term adjustment (or extension) for “an unusual administrative 
delay,” and authorized the Office to “prescribe regulations to 
govern the determination of the period of delay and the particular 
circumstances deemed to be an unusual administrative delay” (35 
U.S.C. 154(b)(1)(D)). 


The Office proposed to implement this provision of H.R. 1733 
using a three-prong objective time clock for certain actions by the 
Office to determine whether there was “an unusual administrative 
delay” by the Office. Specifically, the Office proposed to define “an 
unusual administrative delay” by the Office as failure to: (1) act on 
a reply under § 1.111 or appeal brief under § 1.192 within six 
months of the date it was filed; (2) act on application with six 
months of the date of a decision under § 1.196 by the Board of 
Patent Appeals and Interferences where claims stand allowed in an 
application or the nature of the decision requires further action by 
the examiner (§ 1.197); or (3) issue a patent within six months of 
the date the issue fee was paid or all outstanding requirements 
were satisfied, whichever is later. See Changes to Implement 
18-Month Publication of Patent Applications, Notice of Proposed 
Rulemaking, 60 FR 42352, 42369-70, 42385-86 (Aug. 15, 1995), 
1177 Off. Gaz. Pat. Office 61, 76-77, 91-91 (Aug. 15, 1995). 


The 104th Congress replaced H.R. 1733 with H.R. 3460. See 
Moorhead-Schroeder Patent Reform Act, H.R. 3460, 104th Cong. 
(1996). The patent term adjustment provisions of H.R. 3460 were 
based upon the objective time clock system proposed by the Office 
in August of 1995, with two modifications: (1) an additional fourth 
prong (now the first prong) was added to also define “an unusual 
administrative delay” by the Office as failure to initially act on an 
application within fourteen months of its filing date; and (2) the 
six-month time periods were shortened to four months in the 
remaining three prongs which correspond to the three prongs 
proposed by the Office. See H. R. Rep. No. 104-784, at 19 and 33 
(1996). There is nothing in the Committee Report for H.R. 3460 to 
indicate that Congress intended the four-month period in the 
second prong of the objective time clock to run from the date a 
notice of appeal to the Board of Patent Appeals and Interferences 
under 35 U.S.C. 134 and § 1.191 was filed, rather than the date an 
appeal brief under § 1.192 was filed (as proposed by the Office), 
with regard to measuring whether the time taken by the Office to 
respond to an appeal constituted “an unusual administrative delay” 
by the Office. 


While 35 U.S.C. 154(b) as ultimately amended by the 106th 
Congress in Pub. L. 106-113 differs dramatically from 35 U.S.C. 
154(b) as it would have been amended by H.R. 3460, the language 
of 35 U.S.C. 154(b)(1)(A)Gii) as enacted is identical to the 
language of 35 U.S.C. 154(b)(1)(B)(ii) (the corresponding provi- 
sion) in H.R. 3460. Since this objective clock system of 35 U.S.C. 
154(b)(1)(A) tracks the objective time clock system preposed by 
the Office in August of 1995, and there is nothing in the legislative 
history of 35 U.S.C. 154(b) to indicate that Congress meant to alter 
this prong of the objective time clock (such that the time period 
would run from the date a notice of appeal to the Board of Patent 
Appeals and Interferences under 35 U.S.C. 134 and § 1.191 was 
filed rather than the date an appeal brief under § 1.192 was filed), 
it is reasonable to conclude that Congress intended the phrase “the 
date on which” an “appeal was taken” in 35 U.S.C. 
154(b)(1)(A)(ii) to mean the date an appeal brief under 1.192 was 
filed. 


Comment 39: As to proposed § 1.704(c)(14) (§ 1.704(c)(9) as 
adopted), several comments argued that the comments raised 
against proposed § 1.704(c)(10) were also relevant. One comment 
argued that the period defined by the rule was not within the 
control of the applicant and that an upper limit for the period of 
adjustment (e.g., four months) should be set. 


Response: Section 1.704(c)(9) as adopted provides that adjustment 
set forth in § 1.703 shall be reduced by the lesser of the number of 
days, if any, beginning on the day after the mailing date of the 
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original Office action or notice of allowance and ending on the 
mailing date of the supplemental Office action or notice of 
allowance or four months (emphasis added). 


Comment 40: Another comment addressed proposed § 
1.704(c)(14) (§ 1.704(c)(9) as adopted), stating that the term 
“designated” in the phrase “[s]ubmission of an amendment or 
other paper after a decision of the Board of Patent Appeals and 
Interferences, other than a decision designated as containing a new 
ground of rejection under § 1.196(b) or a statement under § 
1.196(c)” should not be used to arbitrarily deny term adjustment. 


Response: The phrase from §1.704(c)(9) as adopted addressed in 
this comment explains that a paper filed in reply to a new ground 
of rejection will not be used to reduce a term adjustment. 
Applicants will be able to timely reply to a Board of Patent 
Appeals and Interferences decision containing a new ground of 
rejection under § 1.196(b) without a reduction of patent term 
adjustment. 


Comment 41: Several comments objected to the reference to “or 
other paper” in proposed § 1.704(c)(15) (§ 1.704(c)(10) as 
adopted) because a paper filed to correct an examiner's amend- 
ment or to request a copy of a PTO-1449 should not be construed 
as a failure to engage in reasonable efforts to conclude prosecution. 
One comment suggested instead that only an amendment requiring 
further examination should be listed under this section. 


Response: In order to be able to perform the patent term adjust- 
ment calculation at the time of mailing the Notice of Allowance, 
the Office needs to have the calculation performed by a computer 
program using the Office’s records of papers mailed and received 
as recorded in its PALM system. The PALM system is simply not 
capable of making value judgments concerning papers filed after 
allowance. In any event (as discussed above), all papers filed after 
allowance of an application substantially delay the Office’s ability 
to process an application for a patent because the Office does not 
wait for payment of the issue fee to begin the process of preparing 
the application for publication as a patent. Section 1.704(c)(10) as 
adopted should deter applicants from filing papers after allowance 
which should have a beneficial impact upon the Office’s ability to 
publish applications as patents more quickly. 


Applicants can avoid this reduction being applied to applicant’s 
attempts to correct the record by making a telephone request for a 
missing copy of a PTO-1449 or other document as soon as possible 
after receipt of the Notice of Allowance. As to information 
disclosure statements filed after allowance, pursuant to § 1.704(d) 
an information disclosure statement citing prior art cited in a 
communication from the foreign patent office in a counterpart 
application and filed within thirty days of the communication from 
the foreign patent office will not reduce the term of any adjustment 
if the required certification is made. In addition, a status inquiry 
filed after allowance may result in a reduction of the term 
adjustment. Applicants are encouraged to either call the Office or 
use the PAIR system (http://pair.uspto.gov) to monitor the status of 
an application rather than submitting written status inquiries. 


Comment 42: One comment argued that proposed § 1.704(c)(16) 
(§ 1.704(c)(11) as adopted) was unnecessary because time periods 
before the filing date of an application are not relevant to patent 
term adjustment and do not constitute delays in the prosecution of 
the application. Another comment asked whether applicant delays 
in a prior application would reduce the patent term adjustment in 
a continuation application. 


Response: Delays before the filing date of an application are not 
relevant to whether an application is entitled to patent term 
adjustment, but the provision is considered necessary to remind 
applicants of this. Likewise, patent term adjustment will not be 
reduced by applicant actions or inactions (that amount to a failure 
to engage in reasonable efforts to conclude processing or exami- 
nation of the application) occurring in a prior (or other) applica- 
tion. 


Comment 43: Section 1.705(a) states that the notification of any 
patent term adjustment under 35 U.S.C. 154(b) will be included on 
the notice of allowance. One comment asked whether a registered 
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practitioner has an ethical duty to disclose to the Office when the 
term adjustment indicated is longer period than expected. The 
comment continues to ask whether attorneys have a similar duty to 
inform the Office when an examiner indicates subject matter as 
being allowable with a scope broader than it should be. Finally, the 
comment asks whether the ethical obligation would be any 
different if the pre-printed Office form is not used to pay the issue 
fee and an attorney-generated form is used instead. 


Response: The Office currently issues a notice of allowance using 
the Notice of Allowance and Issue Fee Due (PTOL-85). The 
Notice of Allowance and Issue Fee Due (PTOL-85) is printed in 
several parts and one part (PTOL-85B) may be returned with the 
issue fee payment in order to communicate the assignee and 
attorney data to be printed on the face of the patent. A registered 
practitioner is under a general obligation of candor and good faith 
in practice before the Office. Accordingly, if an examiner suggests 
claims that the attorney knows are not patentable, § 10.18 
precludes the attorney from adopting the examiner’s suggestions 
in an amendment. Similarly, a practitioner signing the PTOL-85B 
does so pursuant to § 10.18, which means, for example, that if 
assignee data is provided on the PTOL-85B, the assignee is an 
assignee of the entire interest in the application, and that the patent 
term adjustment is correct to the best of his or her knowledge, 
information and belief, formed after an inquiry reasonable under 
the circumstances. For example, if a registered practitioner re- 
ceives determination that the application is eligible for a 1,500 day 
adjustment and the practitioner is not sure exactly what the 
adjustment should be, but believes that the adjustment should be 
1,000 days, the practitioner does have a duty to disclose the error 
to the Office, regardless of whether the issue fee is paid using the 
Office-generated form (PTOL-85B) or an attorney-generated 
equivalent. In order to comply with this duty and where the correct 
adjustment is thought to be less than indicated by the Office, an 
application for term adjustment under § 1.705(b) need not be filed. 
Instead, a letter could be filed with the issue fee payment, 
indicating that the term adjustment is thought to be longer than 
appropriate. 


Comment 44: As to § 1.705(a) one comment asked if the patent 
term adjustment would be printed in the Official Gazette. 


Response: The Office has no plans at this time to add the patent 
term adjustment to the information printed in the Official Gazette. 


Comment 45: As to § 1.705(b), one comment noted that the 
reference to § 1.704(b) should be a reference to § 1.704. 


Response: The suggestion has been adopted in part. The reference 
to § 1.704(b) has been changed to a reference to § 1.704(a). 
Section § 1.704(a) states that a patent term adjustment shall be 
reduced by the period of time in which applicant has failed to 
engage in reasonable efforts to conclude prosecution whereas § 
1.704(b) and (c) define when an applicant is determined to have 
failed to act in such a manner. 


Comment 46: As to § 1.705(b), one comment stated that the 
amount of detail of how the patent term adjustment calculation is 
made was not stated and urged that the Office provide information 
as to patent term adjustment which applicants can check as an 
application is prosecuted. One comment asked that a copy of the 
patent term adjustment worksheet be included with the patent term 
adjustment determination. 


Response: The Office does plan to provide information as to how 
the patent term adjustment calculation has been made through 
PAIR at http://pair.uspto.gov. This system is now available to all 
patent applicants who have a customer number. The precise 
information that will be communicated, and when this information 
will be available has not yet been determined. 


Comment 47: One comment asked that the software algorithm for 
the patent term adjustment determination be made available to the 
public before being implemented. 


Response: The computer program written to perform the patent 
term adjustment determinations of 35 U.S.C. 154 as amended will 
be written for the Office mainframe computer using the PALM 
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records. It is not anticipated that this software will be capable of 
being used on another computer. Accordingly, the computer codes 
are unlikely to be understood by someone outside of the Office. 
Moreover, the Office does not plan to initially launch a computer 
program that will perform all necessary patent term adjustment 
determination, but instead plans to add to the program in stages 
until it is fully functional. For example, the first patents to be 
eligible for term adjustment will be when the Office fails to issue 
a patent within four months of payment of the issue fee and 
compliance with all formal requirements. This is unlikely to occur 
before February of 2001. Accordingly, the first stage of the 
computer program should be running by November of 2000 to 
generate a report with the Issue Notification if this four-month 
deadline is missed. On the other hand, the last part of the program 
(failing to issue a patent within three years of the filing date of the 
application) cannot take place before May 29, 2003, and this final 
stage of the program is not anticipated to be operational until after 
the remainder of the programming has been completed. 


Comment 48: One comment argued that applicants should be able 
to address patent term adjustment with the filing of a reply to an 
Office action. 


Response: Although 35 U.S.C. 154(b)(3)(C) states that a showing 
that the delay was in spite of all due care may be filed prior to the 
issuance of the patent, the general framework of the 35 U.S.C. 
154(b)(3) has the Office first making a patent term adjustment 
determination and then applicant filing a request for reconsidera- 
tion of the Office’s determination (i.e., an application for term 
adjustment). Since the initial patent term adjustment determination 
will be made by the Office’s computer system with the mailing of 
the Notice of Allowance and Issue Fee Due, applicant should file 
any showing explaining the reasons for a delay with any request 
for reconsideration of this determination so that the showing can 
be considered with the request for reconsideration. In addition, the 
reinstatement provision of 35 U.S.C. 154(b)(3)(C) applies, by its 
terms, only to reductions under § 1.704(b) because the reductions 
under § 1.704(c)(1) through (c)(11) are not based upon failure to 
reply to an Office action or notice within three months. Thus, 
reinstatement of reduced patent term adjustment under 35 U.S.C. 
154(b)(3)(C) on the basis of a showing that the delay was in spite 
of all due care is relevant only if: (1) one of the delays specified in 
35 U.S.C. 154(b)(1)(A) through (C) occurred during the applica- 
tion process processing: and (2) patent term adjustment accruing 
as a result of such delay survives the reductions under § 
1.704(c)(1) through (c)(11). Thus, the Office is requiring that 
applicants not address patent term adjustment until the Office 
makes its initial patent term adjustment determination in the notice 
of allowance to avoid unnecessary expenditures of resources by 
applicants and the Office in preparing and handling submissions 
that turn out to be irrelevant. 


Comment 49: As to § 1.705(b), several comments asked how the 
procedure for a request for reconsideration of the term adjustment 
due to the patent issuing on a date other than the projected issue 
date will operate. One comment argued that the thirty-day time 
period was too short and that a three-month time period would be 
more suitable. 


Response: The Office is restricted by the provisions of 35 U.S.C. 
154(b)(4)(A) which provide that an applicant dissatisfied with a 
patent term adjustment determination has 180 days to file a civil 
action against the Office. In order for the Office to treat the request 
for reconsideration in sufficient time for the applicant to determine 
whether court review of the Office’s determination is appropriate, 
the Office must require that the request for reconsideration be filed 
within thirty days of patent grant. The Office does, however, mail 
an Issue Notification about two weeks before the issue date of the 
patent and plans to revise the Issue Notification to include the 
patent term adjustment information that will be printed on the face 
of the patent, so applicants will (in most situations) have about 
forty-five days from the date of this Notice to prepare a request for 
reconsideration. 


Comment 50: Also as to § 1.705(b), one comment asked if the 
revised patent term adjustment would be printed on the patent, and 
asked how a third party would obtain information about any 
revision to the patent term adjustment. 
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Response: Any petition requesting reconsideration of a pateni term 
adjustment and a decision thereon would be placed into the patent 
file wrapper and would therefore be available to the public. In 
addition, the Office is considering establishing procedures where 
the Office will issue a certificate of correction to add or correct 
patent term adjustment information printed on the face of the 
patent, after a decision on a request for reconsideration of a patent 
term adjustment determination. After the certificate of correction 
has issued, the Office is considering publishing an Official Gazette 
Notice of the revised term adjustment determination for the patent. 


Comment 51: As to § 1.705(c), one comment suggested that the 
Office should issue guidelines on how the “in spite of all due care” 
provisions of 35 U.S.C. 154(b)(3)(C) will be interpreted. Another 
comment argued that the term “reasonable efforts” is more liberal 
than the term “due diligence” under old 35 U.S.C. 154(b) which 
was abandoned by Congress. The comment argued that events that 
should not be treated as a failure to engage in reasonable efforts to 
conclude prosecution include: (1) filing of responses after three 
months accompanied by a submission under the procedures of § 
1.132 where reasonable efforts to prepare the submission are 
shown; (2) periods of time when applicant’s attorney is engaged in 
inter partes matters relating to pending lawsuits and interferences 
and other matters on his/her professional calendar which are 
appropriately given priority; (3) illness, vacations of reasonable 
length, and other appropriate reasons for non-attention to an 
application that occur in everyday life of applicants and attorneys, 
and (4) time consumed in communications between the applicant, 
the applicant’s foreign agent and the applicant’s U.S. representa- 
tive when the applicant does not reside in the United States. 


Response: Filing a response outside of three months after an Office 
action is per se a failure to engage in reasonable efforts to conclude 
prosecution under 35 U.S.C. 154(b)(2)(C)(ii) unless applicant can 
establish that the delay was “in spite of all due care.” The Office 
“shall reinstate all or part of the cumulative period of time of an 
adjustment reduced under [35 U.S.C. 154(b)(2)(C)] if the applicant 
. .. makes a showing that, in spite of all due care, the applicant 
was unable to respond within the 3-month period. . . ” See 35 
U.S.C. 154(b)(3)(C) (emphasis added). The “due care” of a 
reasonably prudent person standard has been applied in deciding 
petitions under the “unavoidable delay” standard of 35 U.S.C. 133. 
See In re Mattullath, 38 App. D.C. 497, 514-15 (1912)(“the word 
‘unavoidable’ . . . is applicable to ordinary human affairs, and 
requires no more or greater care or diligence than is generally used 
and observed by prudent and careful men in relation to their most 
important business”) (quoting and adopting Pratt, 1887 Dec. 
Comm’r Pat. at 32-33); see also Ray v. Lehman, 55 F.3d 606, 609, 
34 USPQ2d 1786, 1787 (Fed. Cir. 1995) (“in determining whether 
a delay . . . was unavoidable, one looks to whether the party . . . 
exercised the due care of a reasonably prudent person”). While the 
legislative history of the American Inventors Protection Act of 
1999 is silent as to the meaning of the phrase “in spite of all due 
care,” the phrases “all due care” and “unable to respond” invoke 
a higher degree of care than the ordinary due care standard of 35 
U.S.C. 133, as well as the “reasonable efforts to conclude 
processing or examination [or prosecution] of an application” 
standard of 35 U.S.C. 154(b)(2)(C)(i) and (iii). Therefore, appli- 
cants should not rely upon decisions relating to the “unavoidable 
delay” standard of 35 U.S.C. 133 as controlling in a request to 
reinstate reduced patent term adjustment on the basis of a showing 
that the applicant was unable to respond within the three-month 
period in spite of all due care. 


Examples of showings that may establish that the applicant was 
unable to respond within the three-month period in spite of all due 
care are as follows: (1) a showing that the original three-month 
period was insufficient to obtain the test data necessary for an 
affidavit or declaration under § 1.132 that was submitted with a 
reply filed outside the original three-month period; (2) a showing 
that the applicant was unable to reply within the original three- 
month period due to a natural disaster; or (3) a showing that the 
applicant was unable to reply within the original three-month 
period due to illness or death of a sole practitioner of record who 
was responsible for prosecuting the application. Obviously, the 
patent term adjustment term reinstated would be limited to the 
period in which the showing establishes that applicant was acting 
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with all due care to reply to the Office notice or action, but 
circumstances (outside applicant’s control) made applicant unable 
to reply in spite of such due care. 


An applicant will not be able to show that he or she was unable to 
respond within the three-month period “in spite of all due care” if 
the response was not filed within the three-month period due to 
reasons within the control of applicant or agencies within the 
applicant’s control. Examples of circumstances that would not 
establish that the applicant was unable to respond within the 
three-month period in spite of all due care are:(1) an applicant’s or 
representative's preoccupation with other matters (e.g., an inter 
partes lawsuit or interference) that is given priority over the 
application; (2) illness or death of the practitioner in charge of the 
application if the practitioner is associated (in a law firm) with 
other practitioners (since the other practitioners could have taken 
action to reply within the three-month period); (3) time consumed 
with communications between the applicant and his or her 
representative, regardless of whether the applicant resides in the 
United States or chooses to communicate with the United States 
representative via a foreign representative; (4) vacation or other 
non-attention to an application that results in a failure to reply 
within the three-month period; (5) applicant filing a reply on or 
near the last day of the three-month period using first class mail 
with a certificate of mailing under § 1.8, rather than by Express 
Mail under § 1.10 or facsimile (if permitted), and the reply is not 
received (filed) in the Office until after the three-month period; or 
(6) failure of clerical employees of applicant or applicant’s 
representative to properly docket the Office action or notice for 
reply or perform other tasks necessary for reply within the 
three-month period. 


Rarely is the power of attorney given to a single attorney and often 
many attorneys are given power of attorney in an application. An 
attorney in litigation, working on an interference or taking a 
vacation is generally aware of that fact before the event and should 
make plans for another to take over his work so that it is completed 
and filed in the Office within the three-month period. Thus, failure 
to reply within the three-month period in 35 U.S.C. 
154(b)(2)(C (ii) due to preoccupation with other matters (e.g., an 
inter partes lawsuit or interference) given priority over the appli- 
cation, or vacation or other non-attention to an application, cannot 
be relied upon to show that applicant was unable to reply “in spite 
of all due care” under 35 U.S.C. 154(b)(3)(C). 


As to communications between an applicant and others involved in 
preparing a reply, the attorney’s engagement letter with his or her 
client should impress the importance of reply within three months 
of any Office action or notice. The letter should also carefully 
explain to the client that while extensions of time are generally 
available to reply to Office actions and notices, not only will 
applicant have to bear the cost of the extension but is likely to 
experience a reduction in any patent term adjustment as well. 


Comment 52: As to § 1.705(d), one comment stated that there was 
no provision in the rules for the patent to be printed with the patent 
term adjustment information thereon.Another comment asked how 
the public would be notified of a successful request for reconsid- 
eration of the term adjustment due to the patent issuing on a day 
other than a date projected. 


Response: Patents filed on or after June 8, 1995, are eligible for 
term adjustment for certain delays and the patent is printed with 
the term adjustment information printed thereon in the field below 
the inventor name. If for some reason the patent is not printed with 
the term adjustment or is printed with the incorrect adjustment, the 
Office procedure is to inform the patentee of the error and to issue 
a Certificate of Correction if no objection is received. The Office 
plans to continue to print any term adjustment on the front page of 
the patent, and to issue a Certificate of Correction if the term 
adjustment is printed incorrectly. 


Comment 53: One general comment was received that with patent 
term adjustment, applicants will be less motivated to take action to 
expedite prosecution of an application, and suggested that the term 
adjustment should be shortened if the applicant does not take 
action to ensure that the application is examined. 
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Response: The suggestion raises a valid objection which cannot be 
addressed with a specific rulemaking. Applicants often file status 
letters to determine if and when an application will be taken up for 
action. The time required to process and reply to a status letter 
takes away from the time that the Office has to process and reply 
to other papers and the Office does not want to create rules to 
encourage the filing of such papers. 


Comment 54: One comment argued that § 1.705(f) should not 
exclude a third party from filing a submission or petition of the 
patent term adjustment. The comment argues that a potential 
Abbreviated New Drug Application (ANDA) applicant may not 
have another way of challenging the expiration date of the patent 
and upon filing a paragraph III certification, be forced to stay off 
the market for an unnecessary period of time, thereby depriving 
the public of lower cost drugs. 


Response: If the patent claims a drug product approved by the 
Food and Drug Administration, the patent will be listed in the 
Prescription and OTC Drug Product, Patent and Exclusivity Data 
section of the Approved Drug Products with Therapeutic Equiva- 
lence Evaluations (Orange Book) as covering the drug product and 
the patent expiration date will be given. If the expiration date listed 
in the Orange Book is incorrect, the ANDA applicant could dispute 
the patent expiration date pursuant to 21 CFR 314.53(f). If the date 
is not corrected, the ANDA applicant could institute a declaratory 
judgment action with respect to the patent. Alternatively, the 
ANDA applicant could address the situation by filing a paragraph 
IV certification (see Food, Drug and Cosmetic Act, Section 
505 (2AM vIIMTV), 21 U.S.C. 355G)(2(Avii)TV)), arguing 
that because the term adjustment is incorrect, the patent is 
unenforceable. See 21 CFR 314.94(a)(12)(i(A)(4). 


Pursuant to 35 U.S.C. 154(b)(4)(B) no third party may challenge 
or appeal a patent term adjustment determination prior to the grant 
of a patent. Moreover, the best time and place for the patent term 
adjustment determination to be challenged by a third party is 
thought to be during litigation between two interested parties near 
the expiration date of the patent, before consideration of the term 
adjustment. 


Classification 


Regulatory Flexibility Act: Chief Counsel for Regulation of the 
Department of Commerce certified to the Chief Counsel for 
Advocacy, Small Business Administration, that the changes in this 
final rule will not have a significant impact on a substantial number 
of small entities (Regulatory Flexibility Act, 5 U.S.C. 605(b)). 
This final rule implements the provisions of § 4401 and § 4402 of 
the American Inventors Protection Act of 1999. The changes in 
this final rule provide procedures for the Office’s patent term 
adjustment determination and for filing an application to request 
reconsideration of the Office’s patent term adjustment determina- 
tion. 


The Office mails a notice of allowance in roughly 160,000 
applications each year. The Office’s patent term adjustment deter- 
mination will be a calculation based upon time periods involving 
the dates of various actions by the Office and the applicant during 
the application process. Because of the number of actions by the 
Office and the applicant during the application process, the Office 
anticipates that there will be disagreement on at least one of these 
dates in roughly fifteen percent of applications (24,000). Based 
upon the percentage of applicants who are small entities (thirty 
percent), the Office expects that 7,200 small entities will file an 
application requesting reconsideration of a patent term adjustment 
determination each year. Since a small entity applicant who 
exercises reasonable due care or diligence should be able to reply 
to any Office action or notice within three months, the Office does 
not anticipate that any small entities will file a request for 
reinstatement of reduced patent term adjustment (based upon a 
showing that the applicant was unable to reply to an Office action 
or notice within three months in spite of all due care). 


Filing an application requesting reconsideration of a patent term 
adjustment determination (as well as a request for reinstatement of 
reduced patent term adjustment) is optional. To obtain any benefit 
from an application requesting reconsideration of the Office’s 
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patent term adjustment determination, the applicant must plan to 
pay the three maintenance fees required by law (35 U.S.C. 41(b)) 
to maintain a patent in force until the end of the non-adjusted 
patent term as specified in 35 U.S.C. 154. The current first, second, 
and third maintenance fees are $415.00, $950.00, and $1,455.00, 
respectively.Since the fee ($200) for filing an application request- 
ing reconsideration of the Office’s patent term adjustment deter- 
mination is less than one-tenth of the combined cost of these three 
maintenance fees (and the fee ($400) for filing a request for 
reinstatement of reduced patent term adjustment is less than 
one-sixth of the combined cost of these three maintenance fees), 
there will not be a significant economic impact on a substantial 
number of small entities due to the procedures for requesting 
reconsideration of the Office’s patent term adjustment determina- 
tion. 


Executive Order 13132: This final rule does not contain policies 
with federalism implications sufficient to warrant preparation of a 
Federalism Assessment under Executive Order 13132 (August 4, 
1999). 


Executive Order 12866: This final rule has been determined to be 
not significant for purposes of Executive Order 12866 (September 
30, 1993). 


Paperwork Reduction Act: This final rule involves information 
collection requirements which are subject to review by the Office 
of Management and Budget (OMB) under the Paperwork Reduc- 
tion Act of 1995 (44 U.S.C. 3501 et_seq.). The collection of 
information involved in this final rule has been reviewed and 
previously approved by OMB under OMB control number 0651- 
0020. 


As required by the Paperwork Reduction Act of 1995 (44 U.S.C. 
3507(d)), the United States Patent and Trademark Office submitted 
an information collection package to OMB for its review and 
approval. The United States Patent and Trademark Office submit- 
ted this information collection to OMB for its review and approval 
because this final rule adds the request for reconsideration of a 
patent term adjustment determination by the United States Patent 
and Trademark Office and the request for reinstatement of reduced 
patent term adjustment (based upon a showing that the applicant 
was unable to reply to an Office action or notice within three 
months in spite of all due care) provided for in 35 U.S.C. 154(b)(3) 
to that collection. 


The title, description, and respondent description of the informa- 
tion collection is shown below with an estimate of the annual 
reporting burdens. Included in this estimate is the time for 
reviewing instructions, gathering, and maintaining the data 
needed, and completing and reviewing the collection of informa- 
tion. The principal impact of the changes in this final rule is to 
implement the changes to Office practice necessitated by § 4402 of 
the American Inventors Protection Act of 1999 (enacted into law 
by § 1000(a)(9), Division B, of Pub. L. 106-113). 


OMB Number: 0651-0020. 

Title: Patent Term Extension. 

Form Numbers: None. 

Type of Review: Approved through September of 2001. 

Affected Public: Individuals or households, businesses or other 
for-profit, not-for-profit institutions, farms, Federal Government, 
and state, local, or tribal governments. 

Estimated Number of Respondents: 26,857. 

Estimated Time Per Response: 1.15 hour. 

Estimated Total Annual Burden Hours: 30,902 hours. 

Needs and Uses: The information supplied to the United States 
Patent and Trademark Office by an applicant requesting reconsid- 
eration of a patent term adjustment determination under 35 U.S.C. 
154(b) (§ 1.702 et seq.) is used by the United States Patent and 
Trademark Office to determine whether its determination of patent 
term adjustment under 35 U.S.C. 154(b) is correct, and whether 
the applicant is entitled to reinstatement of reduced patent term 
adjustment. The information supplied to the United States Patent 
and Trademark Office by an applicant seeking a patent term 
extension under 35 U.S.C. 156 (§ 1.710 et seq.) is used by the 
United States Patent and Trademark Office, the Department of 
Health and Human Services, and the Department of Agriculture to 
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determine the eligibility of a patent for extension and to determine 
the period of any such extension. The applicant can apply for 
patent term and interim extensions, petition the Office to review 
final eligibility decisions, withdraw patent term applications, and 
declare his or her eligibility to apply for a patent term extension. 


Comments are invited on: (1) whether the collection of informa- 
tion is necessary for proper performance of the functions of the 
agency; (2) the accuracy of the agency’s estimate of the burden; 
(3) ways to enhance the quality, utility, and clarity of the 
information to be collected; and (4) ways to minimize the burden 
of the collection of information to respondents. 


Interested persons are requested to send comments regarding these 
information collections, including suggestions for reducing this 
burden, to Robert J. Spar, Director, Special Program Law Office, 
United States Patent and Trademark Office, Washington, D.C. 
20231, or to the Office of Information and Regulatory Affairs of 
OMB, New Executive Office Building, 725 17th Street, N.W., 
Room 10235, Washington, D.C. 20503, Attention: Desk Officer for 
the United States Patent and Trademark Office. 


Notwithstanding any other provision of law, no person is required 
to respond to nor shall a person be subject to a penalty for failure 
to comply with a collection of information subject to the require- 
ments of the Paperwork Reduction Act unless that collection of 
information displays a currently valid OMB control number. 
List of Subjects 

37 CFR Part 1 

Administrative practice and procedure, Courts, Freedom of Infor- 
mation, Inventions and patents, Reporting and record keeping 
requirements, Small Businesses. 


For the reasons set forth in the preamble, 37 CFR Part 1 is 
amended as follows: 


PART 1—RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 continues to read as 
follows: 


Authority: 35 U.S.C. 2(b)(2). 


2. Section 1.18 is amended by revising its heading and adding 
paragraphs (d), (e) and (f) to read as follows: 


1.18 Patent post allowance (including issue) fees. 


*e EK 


(d) [Reserved] 


(e) For filing an application for patent term adjustment under § 
1.705 


(f) For filing a request for reinstatement of all or part of the term 
reduced pursuant to § 1.704(b) in an application for patent term 
adjustment under § 1.705 
3. The heading for Subpart F of part | is revised to read as follows: 


Subpart F—Adjustment and Extension of Patent Term 


4. The authority citation for Subpart F of part | is revised to read 
as follows: 


Authority: 35 U.S.C. 2(b)(2), 154, and 156. 


5. A new, undesignated center heading is added to Subpart F - 
Adjustment and Extension of Patent Term before 1.701 to read as 
follows: 


ADJUSTMENT OF PATENT TERM DUE TO EXAMINATION 
DELAY 


6. Section 1.701 is amended by revising its heading and adding a 
new paragraph (e) to read as follows: 
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1.701 Extension of patent term due to examination delay under 
the Uruguay Round Agreements Act (original applications, 
other than designs, filed on or after June 8, 1995, and before 
May 29, 2000). 


xk eK K 


(e) The provisions of this section apply only to original patents, 
except for design patents, issued on applications filed on or after 
June 8, 1995, and before May 29, 2000. 


61. New 1.702 through 1.705 are added to read as follows: 


1.702 Grounds for adjustment of patent term due to examina- 
tion delay under the Patent Term Guarantee Act of 1999 
(original applications, other than designs, filed on or after May 
29, 2000). 


(a) Failure to take certain actions within specified time frames. 
Subject to the provisions of 35 U.S.C. 154(b) and this subpart, the 
term of an original patent shall be adjusted if the issuance of the 
patent was delayed due to the failure of the Office to: 

(1) Mail at least one of a notification under 35 U.S.C. 132 ora 
notice of allowance under 35 U.S.C. 151 not later than fourteen 
months after the date on which the application was filed under 35 
U.S.C. 111(a) or fulfilled the requirements of 35 U.S.C. 371 in an 
international application; 

(2) Respond to a reply under 35 U.S.C. 132 or to an appeal taken 
under 35 U.S.C. 134 not later than four months after the date on 
which the reply was filed or the appeal was taken; 

(3) Act on an application not later than four months after the 
date of a decision by the Board of Patent Appeals and Interferences 
under 35 U.S.C. 134 or 135 or a decision by a Federal court under 
35 U.S.C. 141, 145, or 146 where at least one allowable claim 
remains in the application; or 

(4) Issue a patent not later than four months after the date on 
which the issue fee was paid under 35 U.S.C. 151 and all 
outstanding requirements were satisfied. 

(b) Failure to issue a patent within three years of the actual filing 
date of the application. Subject to the provisions of 35 U.S.C. 
154(b) and this subpart, the term of an original patent shall be 
adjusted if the issuance of the patent was delayed due to the failure 
of the Office to issue a patent within three years after the date on 
which the application was filed under 35 U.S.C. 111(a) or the 
national stage commenced under 35 U.S.C. 371(b) or (f) in an 
international application, but not including: 

(1) Any time consumed by continued examination of the 
application under 35 U.S.C. 132(b); 

(2) Any time consumed by an interference proceeding under 35 
U.S.C. 135(a); 

(3) Any time consumed by the imposition of a secrecy order 
under 35 U.S.C. 181; 

(4) Any time consumed by review by the Board of Patent 
Appeals and Interferences or a Federal court: or 

(5) Any delay in the processing of the application by the Office 
that was requested by the applicant. 

(c) Delays caused by interference proceedings. Subject to the 
provisions of 35 U.S.C. 154(b) and this subpart, the term of an 
original patent shall be adjusted if the issuance of the patent was 
delayed due to interference proceedings under 35 U.S.C. 135(a). 

(d) Delays caused by secrecy order. Subject to the provisions of 
35 U.S.C. 154(b) and this subpart, the term of an original patent 
shall be adjusted if the issuance of the patent was delayed due to 
the application being placed under a secrecy order under 35 U.S.C. 
181. 

(e) Delays caused by successful appellate review. Subject to the 
provisions of 35 U.S.C. 154(b) and this subpart, the term of an 
original patent shall be adjusted if the issuance of the patent was 
delayed due to review by the Board of Patent Appeals and 
Interferences under 35 U.S.C. 134 or by a Federal court under 35 
U.S.C. 141 or 145, if the patent was issued pursuant to a decision 
reversing an adverse determination of patentability. 

(f) The provisions of this section and 1.703 through 1.705 apply 
only to original applications, except applications for a design 
patent, filed on or after May 29, 2000, and patents issued on such 
applications. 
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§ 1.703 Period of adjustment of patent term due to examina- 
tion delay. 


(a) The period of adjustment under § 1.702(a) is the sum of the 
following periods: 

(1) The number of days, if any, in the period beginning on the 
day after the date that is fourteen months after the date on which 
the application was filed under 35 U.S.C. 111(a) or fulfilled the 
requirements of 35 U.S.C. 371 and ending on the date of mailing 
of either an action under 35 U.S.C. 132, or a notice of allowance 
under 35 U.S.C. 151, whichever occurs first; 

(2) The number of days, if any, in the period beginning on the 
day after the date that is four months after the date a reply under 
§ 1.111 was filed and ending on the date of mailing of either an 
action under 35 U.S.C. 132, or a notice of allowance under 35 
U.S.C. 151, whichever occurs first; 

(3) The number of days, if any, in the period beginning on the 
day after the date that is four months after the date a reply in 
compliance with § 1.113(c) was filed and ending on the date of 
mailing of either an action under 35 U.S.C. 132, or a notice of 
allowance under 35 U.S.C. 151, whichever occurs first; 

(4) The number of days, if any, in the period beginning on the 
day after the date that is four months after the date an appeal brief 
in compliance with § 1.192 was filed and ending on the date of 
mailing of any of an examiner’s answer under § 1.193, an action 
under 35 U.S.C. 132, or a notice of allowance under 35 U.S.C. 
151, whichever occurs first; 

(5) The number of days, if any, in the period beginning on the 
day after the date that is four months after the date of a final 
decision by the Board of Patent Appeals and Interferences or by a 
Federal court in an appeal under 35 U.S.C. 141 or a civil action 
under 35 U.S.C. 145 or 146 where at least one allowable claim 
remains in the application and ending on the date of mailing of 
either an action under 35 U.S.C. 132 or a notice of allowance 
under 35 U.S.C. 151, whichever occurs first; and 

(6) The number of days, if any, in the period beginning on the 
day after the date that is four months after the date the issue fee 
was paid and all outstanding requirements were satisfied and 
ending on the date a patent was issued. 

(b) The period of adjustment under § 1.702(b) is the number of 
days, if any, in the period beginning on the day after the date that 
is three years after the date on which the application was filed 
under 35 U.S.C. 111(a) or the national stage commenced under 35 
U.S.C. 371(b) or (f) in an international application and ending on 
the date a patent was issued, but not including the sum of the 
following periods: 

(1) The number of days, if any, in the period beginning on the 
date on which a request for continued examination of the appli- 
cation under 35 U.S.C. 132(b) was filed and ending on the date the 
patent was issued; 

(2)(i) The number of days, if any, in the period beginning on the 
date an interference was declared or redeclared to involve the 
application in the interference and ending on the date that the 
interference was terminated with respect to the application; and 

(ii) The number of days, if any, in the period beginning on the 
date prosecution in the application was suspended by the Office 
due to interference proceedings under 35 U.S.C. 135(a) not 
involving the application and ending on the date of the termination 
of the suspension; 

(3)() The number of days, if any, the application was main- 
tained in a sealed condition under 35 U.S.C. 181; 

(ii) The number of days, if any, in the period beginning on the 
date of mailing of an examiner’s answer under § 1.193 in the 
application under secrecy order and ending on the date the secrecy 
order was removed; 

(iii) The number of days, if any, in the period beginning on the 
date applicant was notified that an interference would be declared 
but for the secrecy order and ending on the date the secrecy order 
was removed; and 

(iv) The number of days, if any, in the period beginning on the 
date of notification under § 5.3(c) of this chapter and ending on the 
date of mailing of the notice of allowance under 35 U.S.C. 151; 
and, 

(4) The number of days, if any, in the period beginning on the 
date on which a notice of appeal to the Board of Patent Appeals 
and Interferences was filed under 35 U.S.C. 134 and § 1.191 and 
ending on the date of the last decision by the Board of Patent 
Appeals and Interferences or by a Federal court in an appeal under 
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35 U.S.C. 141 or a civil action under 35 U.S.C. 145, or on the date 
of mailing of either an action under 35 U.S.C. 132, or a notice of 
allowance under 35 U.S.C. 151, whichever occurs first, if the 
appeal did not result in a decision by the Board of Patent Appeals 
and Interferences. 

(c) The period of adjustment under § 1.702(c) is the sum of the 
following periods, to the extent that the periods are not overlap- 


ping: 

(1) The number of days, if any, in the period beginning on the 
date an interference was declared or redeclared to involve the 
application in the interference and ending on the date that the 
interference was terminated with respect to the application; and 

(2) The number of days, if any, in the period beginning on the 
date prosecution in the application was suspended by the Office 
due to interference proceedings under 35 U.S.C. 135(a) not 
involving the application and ending on the date of the termination 
of the suspension. 

(d) The period of adjustment under § 1.702(d) is the sum of the 
following periods, to the extent that the periods are not overlap- 
ping: 

(1) The number of days, if any, the application was maintained 
in a sealed condition under 35 U.S.C. 181; 

(2) The number of days, if any, in the period beginning on the 
date of mailing of an examiner’s answer under § 1.193 in the 
application under secrecy order and ending on the date the secrecy 
order was removed; 

(3) The number of days, if any, in the period beginning on the 
date applicant was notified that an interference would be declared 
but for the secrecy order and ending on the date the secrecy order 
was removed; and 

(4) The number of days, if any, in the period beginning on the 
date of notification under § 5.3(c) of this chapter and ending on the 
date of mailing of the notice of allowance under 35 U.S.C. 151. 

(e) The period of adjustment under § 1.702(e) is the sum of the 
number of days, if any, in the period beginning on the date on 
which a notice of appeal to the Board of Patent Appeals and 
Interferences was filed under 35 U.S.C. 134 and § 1.191 and 
ending on the date of a final decision in favor of the applicant by 
the Board of Patent Appeals and Interferences or by a Federal court 
in an appeal under 35 U.S.C. 141 or a civil action under 35 U.S.C. 
145. 

(f) The adjustment will run from the expiration date of the patent 
as set forth in 35 U.S.C. 154(a)(2). To the extent that periods of 
adjustment attributable to the grounds specified in § 1.702 overlap, 
the period of adjustment granted under this section shall not 
exceed the actual number of days the issuance of the patent was 
delayed. The term of a patent entitled to adjustment under § 1.702 
and this section shall be adjusted for the sum of the periods 
calculated under paragraphs (a) through (e) of this section, to the 
extent that such periods are not overlapping, less the sum of the 
periods calculated under § 1.704. The date indicated on any 
certificate of mailing or transmission under § 1.8 shall not be taken 
into account in this calculation. 

(g) No patent, the term of which has been disclaimed beyond a 
specified date, shall be adjusted under § 1.702 and this section 
beyond the expiration date specified in the disclaimer. 


1.704 Reduction of period of adjustment of patent term. 


(a) The period of adjustment of the term of a patent under §§ 
1.703(a) through (e) shall be reduced by a period equal to the 
period of time during which the applicant failed to engage in 
reasonable efforts to conclude prosecution (processing or exami- 
nation) of the application. 

(b) With respect to the grounds for adjustment set forth in §§ 
1.702(a) through (e), and in particular the ground of adjustment set 
forth in § 1.702(b), an applicant shall be deemed to have failed to 
engage in reasonable efforts to conclude processing or examina- 
tion of an application for the cumulative total of any periods of 
time in excess of three months that are taken to reply to any notice 
or action by the Office making any rejection, objection, argument, 
or other request, measuring such three-month period from the date 
the notice or action was mailed or given to the applicant, in which 
case the period of adjustment set forth in § 1.703 shall be reduced 
by the number of days, if any, beginning on the day after the date 
that is three months after the date of mailing or transmission of the 
Office communication notifying the applicant of the rejection, 
objection, argument, or other request and ending on the date the 
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reply was filed. The period, or shortened statutory period, for reply 
that is set in the Office action or notice has no effect on the 
three-month period set forth in this paragraph. 

(c) Circumstances that constitute a failure of the applicant to 
engage in reasonable efforts to conclude processing or examina- 
tion of an application also include the following circumstances, 
which will result in the following reduction of the period of 
adjustment set forth in § 1.703 to the extent that the periods are not 
overlapping: 

(1) Suspension of action under § 1.103 at the applicant's 
request, in which case the period of adjustment set forth in § 1.703 
shall be reduced by the number of days, if any, beginning on the 
date a request for suspension of action under § 1.103 was filed and 
ending on the date of the termination of the suspension; 

(2) Deferral of issuance of a patent under § 1.314, in which case 
the period of adjustment set forth in § 1.703 shall be reduced by 
the number of days, if any, beginning on the date a request for 
deferral of issuance of a patent under § 1.314 was filed and ending 
on the date the patent was issued; 

(3) Abandonment of the application or late payment of the issue 
fee, in which case the period of adjustment set forth in § 1.703 
shall be reduced by the number of days, if any, beginning on the 
date of abandonment or the date after the date the issue fee was due 
and ending on the earlier of: 

(i) The date of mailing of the decision reviving the application 
or accepting late payment of the issue fee; or 

(ii) The date that is four months after the date the grantable 
petition to revive the application or accept late payment of the 
issue fee was filed; 

(4) Failure to file a petition to withdraw the holding of 
abandonment or to revive an application within two months from 
the mailing date of a notice of abandonment, in which case the 
period of adjustment set forth in § 1.703 shall be reduced by the 
number of days, if any, beginning on the day after the date two 
months from the mailing date of a notice of abandonment and 
ending on the date a petition to withdraw the holding of abandon- 
ment or to revive the application was filed; 

(5) Conversion of a provisional application under 35 U.S.C. 
111(b) to a nonprovisional application under 35 U.S.C. 111(a) 
pursuant to 35 U.S.C. 111(b)(5), in which case the period of 
adjustment set forth in § 1.703 shall be reduced by the number of 
days, if any, beginning on the date the application was filed under 
35 U.S.C. 111(b) and ending on the date a request in compliance 
with § 1.53(c)(3) to convert the provisional application into a 
nonprovisional application was filed; 

(6) Submission of a preliminary amendment or other prelimi- 
nary paper less than one month before the mailing of an Office 
action under 35 U.S.C. 132 or notice of allowance under 35 U.S.C. 
151 that requires the mailing of a supplemental Office action or 
notice of allowance, in which case the period of adjustment set 
forth in § 1.703 shall be reduced by the lesser of: 

(i) The number of days, if any, beginning on the day after the 
mailing date of the original Office action or notice of allowance 
and ending on the date of mailing of the supplemental Office action 
or notice of allowance; or 

(ii) Four months; 

(7) Submission of a reply having an omission (§ 1.135(c)), in 
which case the period of adjustment set forth in § 1.703 shall be 
reduced by the number of days, if any, beginning on the day after 
the date the reply having an omission was filed and ending on the 
date that the reply or other paper correcting the omission was filed; 

(8) Submission of a supplemental reply or other paper, other 
than a supplemental reply or other paper expressly requested by 
the examiner, after a reply has been filed, in which case the period 
of adjustment set forth in § 1.703 shall be reduced by the number 
of days, if any, beginning on the day after the date the initial reply 
was filed and ending on the date that the supplemental reply or 
other such paper was filed; 

(9) Submission of an amendment or other paper after a decision 
by the Board of Patent Appeals and Interferences, other than a 
decision designated as containing a new ground of rejection under 
§ 1.196(b) or statement under § 1.196(c), or a decision by a 
Federal court, less than one month before the mailing of an Office 
action under 35 U.S.C. 132 or notice of allowance under 35 U.S.C. 
151 that requires the mailing of a supplemental Office action or 
supplemental notice of allowance, in which case the period of 
adjustment set forth in § 1.703 shall be reduced by the lesser of: 
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(i) The number of days, if any, beginning on the day after the 
mailing date of the original Office action or notice of allowance 
and ending on the mailing date of the supplemental Office action 
or notice of allowance; or 

(ii) Four months; 

(10) Submission of an amendment under § 1.312 or other paper 
after a notice of allowance has been given or mailed, in which case 
the period of adjustment set forth in § 1.703 shall be reduced by 
the lesser of: 

(i) The number of days, if any, beginning on the date the 
amendment under § 1.312 or other paper was filed and ending on 
the mailing date of the Office action or notice in response to the 
amendment under § 1.312 or such other paper; or 

(ii) Four months; and 

(11) Further prosecution via a continuing application, in which 
case the period of adjustment set forth in § 1.703 shall not include 
any period that is prior to the actual filing date of the application 
that resulted in the patent. 

(d) A paper containing only an information disclosure statement 
in compliance with §§ 1.97 and 1.98 will not be considered a 
failure to engage in reasonable efforts to conclude prosecution 
(processing or examination) of the application under paragraphs 
(c)(6), (c)(8), (c)(9), or (c)(10) of this section if it is accompanied 
by a statement that each item of information contained in the 
information disclosure statement was cited in a communication 
from a foreign patent office in a counterpart application and that 
this communication was not received by any individual designated 
in § 1.56(c) more than thirty days prior to the filing of the 
information disclosure statement. This thirty-day period is not 
extendable. 

(e) Submission of an application for patent term adjustment 
under § 1.705(b) (with or without request under § 1.705(c) for 
reinstatement of reduced patent term adjustment) will not be 
considered a failure to engage in reasonable efforts to conclude 
prosecution (processing or examination) of the application under 
paragraph (c)(10) of this section. 


1.705 Patent term adjustment determination. 


(a) The notice of allowance will include notification of any 
patent term adjustment under 35 U.S.C. 154(b). 

(b) Any request for reconsideration of the patent term adjust- 
ment indicated in the notice of allowance, except as provided in 
paragraph (d) of this section, and any request for reinstatement of 
all or part of the term reduced pursuant to § 1.704(b) must be by 
way of an application for patent term adjustment. An application 
for patent term adjustment under this section must be filed no later 
than the payment of the issue fee but may not be filed earlier than 
the date of mailing of the notice of allowance. An application for 
patent term adjustment under this section must be accompanied 
by: 

(1) The fee set forth in § 1.18(e); and 

(2) A statement of the facts involved, specifying: 

(i) The correct patent term adjustment and the basis or bases 
under § 1.702 for the adjustment; 

(ii) The relevant dates as specified in §§ 1.703(a) through (e) for 
which an adjustment is sought and the adjustment as specified in 
§ 1.703(f) to which the patent is entitled; 

(iii) Whether the patent is subject to a terminal disclaimer and 
any expiration date specified in the terminal disclaimer; and 

(iv)(A) Any circumstances during the prosecution of the appli- 
cation resulting in the patent that constitute a failure to engage in 
reasonable efforts to conclude processing or examination of such 
application as set forth in § 1.704; or 

(B) That there were no circumstances constituting a failure to 
engage in reasonable efforts to conclude processing or examina- 
tion of such application as set forth in § 1.704. 

(c) Any application for patent term adjustment under this section 
that requests reinstatement of all or part of the period of adjust- 
ment reduced pursuant to § 1.704(b) for failing to reply to a 
rejection, objection, argument, or other request within three 
months of the date of mailing of the Office communication 
notifying the applicant of the rejection, objection, argument, or 
other request must also be accompanied by: 

(1) The fee set forth in § 1.18(f); and 

(2) A showing to the satisfaction of the Commissioner that, in 
spite of all due care, the applicant was unable to reply to the 
rejection, objection, argument, or other request within three 
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months of the date of mailing of the Office communication 
notifying the applicant of the rejection, objection, argument, or 
other request. The Office shall not grant any request for reinstate- 
ment for more than three additional months for each reply beyond 
three months from the date of mailing of the Office communication 
notifying the applicant of the rejection, objection, argument, or 
other request. 

(d) If the patent is issued on a date other than the projected date 
of issue and this change necessitates a revision of the patent term 
adjustment indicated in the notice of allowance, the patent will 
indicate the revised patent term adjustment. If the patent indicates 
a revised patent term adjustment due to the patent being issued on 
a date other than the projected date of issue, any request for 
reconsideration of the patent term adjustment indicated in the 
patent must be filed within thirty days of the date the patent issued 
and must comply with the requirements of paragraphs (b)(1) and 
(b)(2) of this section. 

(e) The periods set forth in this section are not extendable. 

(f) No submission or petition on behalf of a third party 
concerning patent term adjustment under 35 U.S.C. 154(b) will be 
considered by the Office. Any such submission or petition will be 
returned to the third party, or otherwise disposed of, at the 
convenience of the Office. 


62. A new, undesignated center heading is added to Subpart F - 

Adjustment and Extension of Patent Term before § 1.710 to read 
as follows: 

EXTENSION OF PATENT TERM DUE TO 
REGULATORY REVIEW 

Sep. 5, 2000 Q. TODD DICKINSON 

Under Secretary of Commerce for 

intellectual Property and Director of the 

United States Patent and Trademark Office 


[1239 OG 14] 
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Request for Continued Examination Practice and 
Changes to Provisional Application Practice 


AGENCY: United States Patent and Trademark Office, Com- 
merce. 


ACTION: Final rule. 


SUMMARY: The United States Patent and Trademark Office 
(Office) is revising the rules of practice in patent cases to 
implement certain provisions of the American Inventors Protection 
Act of 1999. These provisions of the American Inventors Protec- 
tion Act of 1999: provide for continued examination of an 
application for a fee; extend the pendency of a provisional 
application if the date that is twelve months after the filing date of 
the provisional application falls on Saturday, Sunday, or a Federal 
holiday within the District of Columbia; eliminate the copendency 
requirement for a nonprovisional application to claim the benefit 
of a provisional application; provide for the conversion of a 
provisional application to a nonprovisional application; and pro- 
vide a prior art exclusion for certain commonly assigned patents. 


EFFECTIVE DATE: August 16, 2000. 


FOR FURTHER INFORMATION CONTACT: Robert W. 
Bahr, Karin L. Tyson, or Robert A. Clarke by telephone at (703) 
308-6906, or by mail addressed to: Box Comments--Patents, 
Commissioner for Patents, Washington, DC 20231, or by facsimile 
to (703) 872-9411, marked to the attention of Robert W. Bahr. 


SUPPLEMENTARY INFORMATION: The American Inventors 
Protection Act of 1999 (Title IV of the Intellectual Property and 
Communications Omnibus Reform Act of 1999 (S. 1948) as 
introduced in the 106th Congress on November 17, 1999) was 
incorporated and enacted into law on November 29, 1999, by § 
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1000(a)(9), Division B, of Pub. L. 106-113, 113 Stat. 1501 (1999). 
The American Inventors Protection Act of 1999 contains a number 
of changes to title 35, United States Code. The United States 
Patent and Trademark Office (Office) published an interim rule 
revising the rules of practice to implement the provisions of §§ 
4403, 4801, and 4807 of the American Inventors Protection Act of 
1999. See Changes to Application Examination and Provisional 
Application Practice, Interim Rule, 65 FR 14865 (Mar. 20, 2000), 
1233 Off. Gaz. Pat. Office 47 (Apr. 11, 2000). This notice adopts 
final changes to the rules of practice to implement these provisions 
of the American Inventors Protection Act of 1999. 


Section 4403 of the American Inventors Protection Act of 1999 is 
effective on the date six months after the date of enactment of the 
American Inventors Protection Act of 1999 (May 29, 2000) and 
applies to applications (other than for a design patent) filed on or 
after June 8, 1995. Section 4801 of the American Inventors 
Protection Act of 1999 is effective on the date of enactment of the 
American Inventors Protection Act of 1999 (November 29, 1999) 
and applies to all provisional applications (with limited exception) 
filed on or after June 8, 1995. Section 4807 of the American 
Inventors Protection Act of 1999 is effective on the date of 
enactment of the American Inventors Protection Act of 1999 
(November 29, 1999) and applies to all applications filed on or 
after November 29, 1999. 


Section 4403 (Continued Examination of Patent Applications): 
Section 4403 of the American Inventors Protection Act of 1999 
amends 35 U.S.C. 132 to state that the Office “shall prescribe 
regulations to provide for the continued examination of applica- 
tions for patent at the request of the applicant,” and that the Office 
“may establish appropriate fees for such continued examinations 
and shall provide a 50 percent reduction in such fees for small 
entities that qualify for reduced fees under (35 U.S.C. 41(h)(1)].” 
Previously, an applicant had to file a continuing application (a 
continuing application under § 1.53(b) or a continued prosecution 
application under § 1.53(d)) to obtain continued examination of an 
application for a fee (the application filing fee). Section 4403 of 
the American Inventors Protection Act of 1999 will provide 
statutory authority for the continued examination of an application 
for a fee (to which the small entity reduction will be applicable) 
without requiring the applicant to file a continuing application. 


Section 4801 (Provisional Applications): Section 4801(a) of the 
American Inventors Protection Act of 1999 amends 35 U.S.C. 
111(b)(S5) to provide that “[nJotwithstanding the absence of a 
claim, upon timely request and as prescribed by the Director, a 
provisional application may be treated as an application filed under 
(35 U.S.C. 111(a)]” but that if “no such request is made, the 
provisional application shall be regarded as abandoned 12 months 
after the filing date of such application and shall not be subject to 
revival .. . .” Thus, § 1.53(c) is amended to provide both for the 
conversion of a provisional application (35 U.S.C. 111(b) and § 
1.53(c)) to a nonprovisional application (35 U.S.C. 111(a) and § 
1.53(b)), and for the conversion of a nonprovisional application 
(35 U.S.C. 111(a) and § 1.53(b)) to a provisional application (35 
U.S.C. 111(b) and § 1.53(c)). 


Section 4801 of the American Inventors Protection Act of 1999 
contains no provision for according the resulting nonprovisional 
application a filing date other than the original filing date of the 
provisional application. Thus, under the patent term provisions of 
35 U.S.C. 154, the term of a nonprovisional application resulting 
from the conversion of a provisional application pursuant to 35 
U.S.C. 111(b)(5) will be measured from the original filing date of 
the provisional application (which is the filing date accorded the 
nonprovisional application resulting from conversion under § 4801 
of the American Inventors Protection Act of 1999). Applicants are 
strongly cautioned to consider the patent term implications of 
converting a provisional application into a nonprovisional 
application pursuant to 35 U.S.C. 111(b)(5), rather than simply 
filing a nonprovisional application within twelve months of the 
provisional application’s filing date and claiming the benefit of 
the provisional application under 35 U.S.C. 119%e). 


Section 4801(b) of the American Inventors Protection Act of 1999 
also amends 35 U.S.C. 119(e) to provide that “[i]f the day that is 
12 months after the filing date of a provisional application falls on 
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a Saturday, Sunday, or Federal holiday within the District of 
Columbia, the period of pendency of the provisional application 
shall be extended to the next succeeding secular or business day.” 


Section 4801(c) of the American Inventors Protection Act of 1999 
also amends 35 U.S.C. 119(e) to eliminate the requirement that a 
provisional application be pending on the filing date of the 
nonprovisional application for the nonprovisional application to 
claim the benefit of the provisional application. 


Section 4807 (Prior Art Exclusion): 35 U.S.C. 103 was amended in 
1984 to exclude subject matter developed by another person which 
qualifies as prior art only under 35 U.S.C. 102(f) or (g) as prior art 
under 35 U.S.C. 103 against a claimed invention, provided that the 
subject matter and the claimed invention were commonly owned 
by the same person or organization or subject to an obligation of 
assignment to the same person or organization at the time the 
claimed invention was made. See Pub. L. 98-622, § 103, 98 Stat. 
3384 (1984). Section 4807 of the American Inventors Protection 
Act of 1999 amends 35 U.S.C. 103(c) to exclude subject matter 
developed by another person which qualifies as prior art only 
under one or more of 35 U.S.C. 102(e), (f), or (g) as prior art under 
35 U.S.C. 103 against a claimed invention, provided that the 
subject matter and the claimed invention were commonly owned 
by the same person or organization or subject to an obligation of 
assignment to the same person or organization at the time the 
claimed invention was made. The Office has published guidelines 
concerning the implementation of this change to 35 U.S.C. 103(c). 
See Guidelines Concerning the Implementation of Changes to 35 


U.S.C. 102(g) and 103(c) and the Interpretation of the Term 


“Original Application” in the American Inventors Protection Act 
of 1999, 1233 Off. Gaz. Pat. Office 54 (Apr. 11, 2000). 


Discussion of Specific Rules: The Office is adopting the changes 
set forth in the Interim Rule to §§ 1.7, 1.17(e) and (i), 1.53(d)(1), 
1.78(a)(3), 1.97(b), 1.104(c)(4), 1.113, 1.116, 1.198, 1.312, and 
1.313(a), (b), (c)(1), (c)(3), and (d) in this final rule. The Office is 
adopting revised §§ 1.53(c)(3), 1.103, 1.114, and 1.313(a) and 
(c)(2) in this final rule. 


Title 37 of the Code of Federal Regulations, Part 1, is amended as 
follows: 


Section 1.7 is amended by designating the current text as para- 
graph (a) and adding a new paragraph (b) to provide that if the day 
that is twelve months after the filing date of a provisional 
application under 35 U.S.C. 111(b) and § 1.53(c) falls on Saturday, 
Sunday, or a Federal holiday within the District of Columbia, the 
period of pendency shall be extended to the next succeeding 
secular or business day which is not a Saturday, Sunday, or a 
Federal holiday. 


Section 1.17(e) sets forth the fee to request continued examination 
pursuant to new § 1.114, which is set at an amount equal to the 
basic filing fee for a utility application. Therefore, the fee for 
considering a submission pursuant to § 1.114 is currently $690.00 
($345.00 for a small entity). 


Section 1.17(i) is amended to include a reference to the fee to 
convert a provisional application filed under § 1.53(c) to a 
nonprovisional application under § 1.53(b), and to eliminate the 
reference to § 1.312. 


Section 1.53 is amended by redesignating paragraph (c)(3) as 
paragraph (c)(4) and adding a new paragraph (c)(3) to provide for 
the conversion of a provisional application to a nonprovisional 
application. Section 1.53(c)(3) provides that a request to convert a 
provisional application filed under § 1.53(c) to a nonprovisional 
application under § 1.53(b) must be accompanied by the fee set 
forth in § 1.17(i) and an amendment including at least one claim 
as prescribed by the second paragraph of 35 U.S.C. 112, unless the 
provisional application otherwise contains at least one claim. 
Section 1.53(c)(3) also provides that such a request must be filed 
prior to the earliest of: (1) abandonment of the provisional 
application; or (2) expiration of twelve months after the filing date 
of the provisional application. 
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Section 1.53(c)(3) also provides that the nonprovisional applica- 
tion resulting from conversion of a provisional application must 
also include the filing fee for a nonprovisional application, an oath 
or declaration by the applicant pursuant to §§ 1.63, 1.162, or 
1.175, and the surcharge required by § 1.16(e) if either the basic 
filing fee for a nonprovisional application or the oath or declara- 
tion was not present on the filing date accorded the resulting 
nonprovisional application. While this language was not included 
in interim § 1.53(c)(3), it simply clarifies that once a provisional 
application is converted into a nonprovisional application, the 
resulting nonprovisional application must comply with the require- 
ments applicable to nonprovisional applications (e.g., the require- 
ment for the basic filing fee for a nonprovisional application and 
an oath or declaration by the applicant pursuant to §§ 1.63, 1.162, 
or 1.175). 


Section 1.53(c}(3) also provides that the conversion of a provi- 
sional application to a nonprovisional application will not result in 
either the refund of any fee properly paid in the provisional 
application or the application of any such fee to the filing fee, or 
any other fee, for the nonprovisional application. 


Finally, § 1.53(c)(3) contains the admonitions that: (1) conversion 
of a provisional application to a nonprovisional application under 
§ 1.53(c)(3) will result in the term of any patent to issue from the 
application being measured from at least the filing date of the 
provisional application for which conversion is requested; and (2) 
applicants should consider avoiding this adverse patent term 
impact by filing a nonprovisional application claiming the benefit 
of the provisional application under 35 U.S.C. 119(e) (rather than 
converting the provisional application into a nonprovisional appli- 
cation pursuant to § 1.53(c)(3)). 


The conversion of a provisional application to a nonprovisional 
application will not result in any savings in filing fees over the 
filing of a nonprovisional application claiming the benefit under 35 
U.S.C. 119(e) and § 1.78 of the earlier provisional application. 
Thus, an applicant may simply file a nonprovisional application 
claiming the benefit under 35 U.S.C. 119(e) and 1.78 of the earlier 
provisional application and avoid the fee set forth in § 1.17(i) 
required to convert a provisional application to a nonprovisional 
application (as well as the adverse patent term effects discussed 
above). 


Section 1.53(d)(1)(i) is amended to provide that continued pros- 
ecution application (CPA) practice under § 1.53(d) does not apply 
to applications (other than design) if the prior application has a 
filing date on or after May 29, 2000. Thus, an application (except 
for a design application) must have an actual filing date before 
May 29, 2000, for the applicant to be able to file a CPA of that 
application. While the Office uses the filisig date (and application 
number) of the prior application of a CPA for identification 
purposes, the filing date of a CPA under § 1.53(d) is the date the 
request for a CPA is filed. See § 1.53(d)(2). Thus, if a CPA of an 
application (other than for a design patent) is filed on or after May 
29, 2000, § 1.53(d)(1)(i) does not permit the filing of a further 
CPA, regardless of the filing date of the prior application as to the 
first CPA (i.e., the filing date used for identification purposes for 
the CPA). 


In the event that an applicant files a request for a CPA of a utility 
or plant application that was filed on or after May 29, 2000 (to 
which CPA practice no longer applies), the Office will automati- 
cally treat the improper CPA as a request for continued examina- 
tion of the prior application (identified in the request for CPA) 
under new § 1.114 (unless the application has issued as a patent). 
if an applicant files a request for a CPA of an application to which 
CPA practice no longer applies and does not want the request for 
a CPA to be treated as a request for continued examination under 
§ 1.114 (e.g., the CPA is a divisional CPA), the applicant may file 
a petition under § 1.53(e) requesting that the improper CPA be 
converted to an application under § 1.53(b). The requirements for 
such a petition under 1.53(e) are identical to those set forth in 
section 201.06(b) of the Manual of Patent Examining Procedure 
(7th ed.1998) (Rev. 1, Feb. 2000) (MPEP) for converting an 
improper file wrapper continuing (FWC) application under former 
§ 1.62 to an application under § 1.53(b). The Office will not grant 
such a petition unless it is before the appropriate deciding official 
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before an Office action has been mailed in response to the request 
for continued examination under § 1.114 (as the improper CPA is 
being treated). If an Office action has been mailed in response to 
the request for continued examination under § 1.114, the applicant 
should simply file an application under § 1.53(b) within the period 
for reply to such Office action. 


If, however, an applicant files a transmittal paper that is ambiguous 
as to whether it is a continued prosecution application under § 
1.53(d) or a request for continued examination under § 1.114 (e.g., 
contains references to both an RCE and a CPA), and the applica- 
tion is eligible for either a continued prosecution application under 
§ 1.53(d) or a request for continued examination under § 1.114 
(i.e., a plant or utility application filed on or after June 8, 1995, but 
before May 29, 2000), that ambiguity will be resolved in favor of 
treating the transmittal papers as a request for a CPA under § 
1.53(d). Other papers filed with the transmittal paper (e.g., a 
preliminary amendment or information disclosure statement) will 
not be taken into account in determining whether a transmittal 
paper is a continued prosecution application under § 1.53(d), or a 
request for continued examination under § !.114, or ambiguous as 
to whether it is a continued prosecution application under § 1.53(d) 
or a request for continued examination under § 1.114. 


Section 1.53(d)(1)(1i)(A) is amended to refer to “§ 1.313(c)” rather 
than “§ 1.313(b)(5)” for consistency with the change to § 1.313. 


Section 1.78 is amended to eliminate the requirement that a 
nonprovisional application be “copending” with a provisional 
application for the nonprovisional application to claim the benefit 
under 35 U.S.C. 119(e) of a provisional application. Section 1.78 
is also amended to require that, for a nonprovisional application to 
claim the benefit of a provisional application, the provisional 
application must be entitled to a filing date as set forth in § 1.53(c), 
and have paid the basic filing fee set forth in § 1.16(k) within the 
time period set forth in § 1.53(g), and have any required English 
language translation filed within the time period set under § 
1.52(d). 


Section 1|.97(b) is amended to indicate that an information 
disclosure statement will also be considered if it is filed before the 
mailing of a first Office action after the filing of a request for 
continued examination under § 1.114. 


Section 1.103 is amended to provide for a limited suspension of 
action after a request for continued examination under 1.114. 
Section 1.103 is also amended based upon previously proposed 
changes to that section. See Changes to Implement the Patent 
Business Goals, Notice of Proposed Rulemaking, 64 FR 53772, 
53799-00, 53833-34, (Oct. 4, 1999), 1228 Off. Gaz. Pat. Office 15, 
39-40, 72 (Nov. 2, 1999) (Patent Business Goals Notice of 
Proposed Rulemaking). These changes are being adopted in this 
final rule because of the overlap between the provisions for a 
limited suspension of action after a request for continued exami- 
nation under § 1.114 and the previously proposed limited suspen- 
sion of action in a CPA under § 1.53(d). 


The heading of § 1.103 is amended to add the phrase “by the 
Office” to clarify that § 1.103 applies only to suspension of action 
by the Office (by applicant request or at the initiative of the Office) 
and does not apply to a suspension of action (or reply) by the 
applicant 


Section 1.103(a) provides for suspension of action for cause. 
Specifically, § 1.103(a) provides that on request of the applicant, 
the Office may grant a suspension of action by the Office under this 
paragraph for good and sufficient cause. Section 1.103(a) also 
provides that: (1) the Office will not suspend action if reply by 
applicant to an Office action is outstanding; and (2) any petition for 
suspension of action under § 1.103(a) must specify a period of 
suspension not exceeding six months. Section 1.103(a) specifically 
provides that any petition for suspension of action under § 1.103(a) 
must also include: (1) a showing of good and sufficient cause for 
suspension of action; and (2) the fee set forth in 1.17(h), unless 
such cause is the fault of the Office. 


Section 1.103(b) provides for a limited suspension of action in a 
CPA filed under § 1.53(d). Section 1.103(b) specifically provides 
that on request of the applicant, the Office may grant a suspension 
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of action by the Office under § 1.103(b) in a CPA for a period not 
exceeding three months. Section 1.103(b) also provides that any 
request for suspension of action under § 1.103(b) must be filed 
with the request for a CPA and include the processing fee set forth 
in § 1.17(i). 


Section 1.103(c) provides for a limited suspension of action after 
a request for continued examination under § 1.114. Section 
1.103(c) specifically provides that on request of the applicant, the 
Office may grant a suspension of action by the Office under § 
1.103(c) after the filing of a request for continued examination in 
compliance with § 1.114 for a period not exceeding three months. 
Since § 1.103(c} requires a request for continued examination in 
“compliance with § 1.114,” a request for suspension of action 
under § 1.103(c) does not substitute for the submission (or fee) 
required by § 1.114. The period of suspension, however, may be 
used to prepare and file a supplement (e.g., affidavit or declaration 
containing test data) to the previously filed submission. Section 
1.103(c) also provides that any request for suspension of action 
under § 1.103 must be filed with the request for continued 
examination under § 1.114, specify the period of suspension, and 
include the processing fee set forth in 1.17(i). The ability to submit 
a request for suspension when a request for continued examination 
under § 1.114 is filed is particularly useful in that its fee (unlike the 
CPA filing fee) must be paid when the request for continued 
examination under § 1.114 is filed. 


Section 1.103(d) provides that the Office will notify applicant if 
the Office, on its own initiative, suspends action on an application. 


Section 1.103(e) provides for suspension of action for public 
safety or defense. Section 1.103(e) specifically provides that the 
Office may suspend action by the Office by order of the Commis- 
sioner if the following conditions are met: (1) the application is 
owned by the United States; (2) publication of the invention may 
be detrimental to the public safety or defense; and (3) the 
appropriate department or agency requests such suspension. 


Section 1.103(f) provides that the Office will suspend action by the 
Office for the entire pendency of an application if the Office has 
accepted a request to publish a statutory invention registration in 
the application, except for purposes relating to patent interference 
proceedings under Subpart E. 


Section 1.104(c)(4) is revised to replace “35 U.S.C. 102(f) or (g)” 
with “35 U.S.C. 102(e), (f) or (g)” for consistency with 35 U.S.C. 
103(c) as amended by § 4807 of the American Inventors Protection 
Act of 1999. 


Section 1.113 is amended to take into account that an applicant’s 
after final reply options include filing a request for continued 
examination under § 1.114. 


Section 1.113 is also amended to locate the last two sentences of 
paragraph (a) in a new paragraph (c). 


Section 1.114 is added to implement § 4403 of the American 
Inventors Protection Act of 1999. The Office is providing a 
procedure under which an applicant may obtain continued exami- 
nation of an application in which prosecution is closed (e.g., the 
application is under a final rejection or a notice of allowance) by 
filing a submission and paying a specified fee. If a subsequent 
rejection or action is made final (or if the application is subse- 
quently allowed), the applicant may again obtain continued 
examination of an application (consideration of a submission) 
upon the filing of a submission and an additional payment of the 
specified fee prior to abandonment of the application. 


Since the relevant portion of § 4405(b)(1) of the American 
Inventors Protection Act of 1999 (the effective date provision for 
35 U.S.C. 132(b)) states that continued examination provisions of 
35 U.S.C. 132(b) apply to “all applications” filed under 35 U.S.C. 
111(a) on or after June 8, 1995, the continued examination 
provisions of 35 U.S.C. 132(b) and § 1.114 apply to any nonpro- 
visional (35 U.S.C. 111(a)) application filed on or after June 8, 
1995, regardless of whether the application is a reissue application 
or a non-reissue (original) application. The continued examination 
provisions of 35 U.S.C. 132(b) and § 1.114, however, will not be 
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available for: (1) a provisional application (which is not examined 
under 35 U.S.C. chapter 12); (2) an application for a utility or plant 
patent (whether reissue or non-reissue) filed under 35 U.S.C. 
111(a) before June 8, 1995; (3) an international application filed 
under 35 U.S.C. 363 before June 8, 1995; (4) an application for a 
design patent; or (5) a patent under reexamination. 


Under this procedure, the filing of a request for continued 
examination after the filing of a Notice of Appeal to the Board of 
Patent Appeals and Interferences, but prior to a decision on the 
appeal, will be considered a request to withdraw the appeal and to 
reopen prosecution of the application before the examiner. The 
filing of a request for continued examination (accompanied by the 
fee and a submission) after a decision by the Board of Patent 
Appeals and Interferences, but before the filing of a Notice of 
Appeal to the U.S. Court of Appeals for the Federal Circuit 
(Federal Circuit) or the commencement of a civil action, will also 
result in the finality of the rejection or action being withdrawn and 
the submission being considered. 


In addition to the res judicata effect of a Board of Patent Appeals 
and Interferences decision in an application (see MPEP 
706.03(w)), a Board of Patent Appeals and Interferences decision 
in an application is the “law of the case,” and is thus controlling in 
that application and any subsequent related application. See MPEP 
1214.01 (where a new ground of rejection is entered by the Board 
of Patent Appeals and Interferences pursuant to § 1.196(b), 
argument without either amendment of the claims so rejected or 
the submission of a showing of facts can only result in a final 
rejection of the claims, since the examiner is without authority to 
allow the claims unless amended or unless the rejection is 
overcome by a showing of facts not before the Board of Patent 
Appeals and Interferences). As such, a submission containing 
arguments without either amendment of the rejected claims or the 
submission of a showing of facts will not be effective to remove 
such rejection. 


The procedure set forth in § 1.114 will not be available in an 
application after the filing of a Notice of Appeal to the Federal 
Circuit or the commencement of a civil action, unless the appeal or 
civil action is terminated and the application is still pending. 
Unless an application contains allowed claims (or the court’s 
mandate clearly indicates that further action is to be taken in the 
Office), the termination of an unsuccessful court appeal or civil 
action results in the abandonment of the application. See MPEP 
1216.01. 


If the application is under final rejection, the fee for a request for 
continued examination acts only to withdraw the finality of an 
Office action. If reply to an Office action is outstanding, a 
submission meeting the reply requirements of § 1.111 must be 
timely received to continue prosecution of an application. Put 
simply, the mere payment of the fee for a request for continued 
examination will not operate to toll the running of any time period 
set in the previous Office action for reply to avoid abandonment of 
the application. Likewise, filing a request for continued examina- 
tion (with the fee and a submission) in an allowed application after 
the issue fee has been paid without a petition under § 1.313 to 
withdraw the application from issue will not operate to avoid 
issuance of the application as a patent. Nevertheless, if a request 
for continued examination (with the fee and a submission) is filed 
in an allowed application prior to payment of the issue fee, a 
petition under § 1.313 to withdraw the application from issue is 
not required. 


To avoid confusion as to whether an applicant desires to amend the 
application prior to receiving continued examination of the appli- 
cation, an appeal brief under § 1.192 or a reply brief under § 
1.193(b), or related submissions, are expressly excluded as a 
submission for the purposes of § 1.114. The submission, however, 
may consist of the arguments in a previously filed appeal brief or 
reply brief submitted as a reply to the final rejection, or may 
simply consist of a submission that incorporates by reference the 
arguments in a previously filed appeal brief or reply brief. 


35 U.S.C. 132(a) provides that “[nJo amendment shall introduce 
new matter into the disclosure of the invention.” Any amendment 
entered pursuant to § 1.114 that is determined to contain new 
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matter will be treated in the same manner that a reply under § 
1.111 that is determined to contain new matter is currently treated. 
In those instances in which an applicant seeks to add new matter 
to the disclosure of an application, the procedure in § 1.114 is not 
available, and the applicant must file a continuation-in-part appli- 
cation under § |.53(b) containing such new matter. In addition, as 
35 U.S.C. 132(b) and § 1.114 provide continued examination of an 
application (and not examination of a continuing application), the 
Office will not permit an applicant to obtain continued examination 
on the basis of claims that are independent and distinct from the 
claims previously claimed and examined (see § 1.145). 


The request for continued examination procedure in § 1.114 
should not be confused with the transitional procedure for the 
further limited examination of patent applications set forth in § 
1.129(a) (see Changes to Implement 20-Year Patent Term and 
Provisional Applications, Final Rule Notice, 60 FR 20195 (April 
25, 1995), 1174 Off. Gaz. Pat. Office 15 (May 2, 1995)) or the CPA 
procedure set forth in § 1.53(d) (see Changes to Patent Practice 
and Procedure, Final Rule Notice, 62 FR 53131 (October 10, 
1997), 1203 Off. Gaz. Pat. Office 63 (October 21, 1997)). 


Comparison of the request for continued examination procedure in 
§ 1.114 with the transitional procedure for the further limited 
examination of patent application set forth in § 1.129(a): The 
procedure set forth in this notice does not apply to any application 
that was filed prior to June 8, 1995. The transitional procedure set 
forth in § 1.129(a) applies only to applications, other than for a 
reissue or design patent, that have been pending for at least two 
years as of June 8, 1995, taking into account any references in such 
applications to any earlier filed application under 35 U.S.C. 120, 
121, or 365(c), and is not applicable to any application filed after 
June 8, 1995. Therefore, an application eligible for the transitional 
procedure set forth in § 1.129(a) (unless filed on June 8, 1995), or 
any application filed before June 8, 1995, is not eligible for the 
procedure for continued examination set forth in this notice. 


In addition, an applicant in an application eligible for the proce- 
dure for continued examination set forth in this notice is not 
limited in the number of times the fee for continued examination 
may be submitted. An applicant in an application eligible for the 
transitional procedure set forth in § 1.129(a), however, is limited to 
two opportunities to pay the fee for further examination of the 
application 


Moreover, under the transitional procedure set forth in § 1.129(a), 
a submission after final rejection or action will be considered if the 
submission and the requisite fee are filed prior to abandonment of 
the application and prior to the filing of an appeal brief. Under the 
request for continued examination procedure set forth in this 
notice, a submission will be considered if the submission and the 
requisite fee is filed prior to abandonment of the application. That 
is, under the request for continued examination procedure, a 
submission (and requisite fee) need not be filed prior to the filing 
of an appeal brief. In addition, under the request for continued 
examination procedure, a submission will be considered in an 
allowed application if the submission and the requisite fee are filed 
prior to payment of the issue fee (or later if a petition under § 
1.313(c) to withdraw the application from issue is granted). 


Comparison of the request for continued examination procedure in 
§ 1.114 with the CPA procedure set forth in 1.53(d): Section 
1.53(d) is amended to make CPA practice inapplicable to applica- 
tions (other than for a design patent) filed under 35 U.S.C. 111(a) 
on or after May 29, 2000, or resulting from international applica- 
tions filed under 35 U.S.C. 363 on or after May 29, 2000. 
Continued prosecution application (CPA) practice was adopted to 
permit applicants to obtain continued examination of an applica- 
tion (for a fee) via the filing of a continuing application. 35 U.S.C. 
132(b), however, provides statutory authority for the Office to 
prescribe regulations to permit applicants to obtain continued 
examination of an application (for a fee) without the need for a 
continuing application. The Office is not completely abolishing 
CPA practice in favor of the request for continued examination 
practice in § 1.114 because the request for continued examination 
practice in § 1.114 is not applicable to applications filed before 
June 8, 1995 (or design applications), and the patent term 
adjustment provisions of Pub. L. 106-113 do not apply to appli- 
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cations filed before May 29, 2000. The Office, however, is 
restricting CPA practice to utility and plant applications filed 
before May 29, 2000, and design applications because main- 
taining two practices (as to applications eligible for the con- 
tinued examination procedure of § 1.114) designed for the 
same purpose (obtaining continued examination of an appli- 
cation) is unnecessary and will result in confusion. 


Since the request for continued examination practice in § 1.114 is 
applicable to utility and plant applications filed on or after June 8, 
1995, and CPA practice in § 1.53(d) is applicable to utility and 
plant applications filed before May 29, 2000, and design applica- 
tions, an applicant in a utility or plant application filed on or after 
June 8, 1995, but before May 29, 2000, may obtain further 
examination either by filing a request for continued examination 
under § 1.114 or by filing a CPA under § 1.53(d). Since the patent 
term adjustment provisions of Pub. L. 106-113 do not apply to 
applications filed before May 29, 2000, and a request for continued 
examination practice under § 1.114 (unlike a CPA under § 1.53(d)) 
is not the filing of a new application, whether further examination 
of such an application is sought by a request for continued 
examination under § 1.114 or a CPA under § 1.53(d) has an impact 
on whether any resulting patent is entitled to the patent term 
adjustment provisions of Pub. L. 106-113. Specifically, if an 
applicant in a utility or plant application filed before May 29, 
2000, files a CPA under § 1.53(d) after May 29, 2000, the 
application being prosecuted (now a CPA) is an application filed 
on or after May 29, 2000, and is entitled to the patent term 
adjustment provisions of Pub. L. 106-113. If, however, an 
applicant in a utility or plant application filed before May 29, 
2000 (but on or after June 8, 1995) files a request for continued 
examination under § 1.114, the application being prosecuted is 
not an application filed on or after May 29, 2000, and is not 
entitled to the patent term adjustment provisions of Pub. L. 
106-113. 


In addition, there are a number of additional differences between 
request for continued examination procedure set forth in this 
notice with the CPA procedure set forth in § 1.53(d) resulting from 
the fact that a CPA is the filing of a new application, whereas 
continued examination under § 1.114 merely continues the exami- 
nation of the same application: (1) a request for continued 
examination under § 1.114 is not permitted unless prosecution in 
the application is closed (cf. § 1.53(d)(1)); (2) the fee for continued 
examination under § 1.114 (§ 1.17(e)) does not have an additional 
claims fee component (cf. § 1.53(d)(3)(ii)); (3) the fee for 
continued examination under § 1.114 may not be deferred (cf. § 
1.53(f)); (4) a request for continued examination under § 1.114 is 
entitled to the benefit of a certificate of mailing under § 1.8 (cf. 
1.8(a)(2)(i)(A)); (5S) an applicant may not obtain examination of a 
different or non-elected invention (e.g., a divisional) in a request 
for continued examination under § 1.114; and (6) any change of 
inventors must be via the procedure set forth in § 1.48 (cf. 
1.53(d)(4)). 


Discussion of the specific provisions of new § 1.114: Section 1.114 
is added to provide for continued examination of an application 
under 35 U.S.C. 132(b). 


Section 1.114(a) provides that if prosecution in an application is 
closed, an applicant may obtain continued examination of an 
application by filing a submission and the fee set forth in § 1.17(e) 
prior to the earliest of: (1) payment of the issue fee, unless a 
petition under § 1.313 is granted; (2) abandonment of the appli- 
cation; or (3) the filing of a notice of appeal to the U.S. Court of 
Appeals for the Federal Circuit under 35 U.S.C. 141, or the 
commencement of a civil action under 35 U.S.C. 145 or 146, 
unless the appeal or civil action is terminated. The action imme- 
diately subsequent to the filing of a submission and fee under § 
1.114 may be made final only if the conditions set forth in MPEP 
706.07(b) for making a first action final in a continuing application 
are met. 


Interim § 1.114 did not require that prosecution in an application 
be closed for an applicant to obtain continued examination under 
that section, but only that the Office had mailed at least one of an 
Office action under 35 U.S.C. 132 or a notice of allowance under 
35 U.S.C. 151. There is, however, no benefit (from applicant’s 
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perspective) to requesting continued examination under § 1.114 if 
prosecution in the application is not closed. Thus, any request for 
continued examination under § 1.114 in an application in which 
prosecution is not closed would probably have been filed in error. 
In addition, the legislative history of 35 U.S.C. 132(b) reveals that 
its continued examination provisions were designed for applica- 
tions in which prosecution was closed. See 145 Cong. Rec. 
S.14708, S.14718 (daily ed. November 17, 1999) (statement of 
Sen. Lott); see also H.R. Rep. No. 106-464 at 128 (1999) 
Therefore, the Office considers it inappropriate to permit (or 
encourage) applicants to request and pay the fee for continued 
examination under 35 U.S.C. 132(b) and § 1.114 unless prosecu- 
tion in the application is closed. 


Section 1.114(b) provides that prosecution in an application is 
closed as used in § 1.114 means that the application is under 
appeal, or that the last Office action is a final action (§ 1.113), a 
notice of allowance (§ 1.311), or an action that otherwise closes 
prosecution in the application (e.g., an Office action under Ex parte 
Quayle, 1935 Comm’r Dec. 11 (1935)). 


Section 1.114(c) provides that a submission as used in § 1.114 
includes, but is not limited to, an information disclosure statement, 
an amendment to the written description, claims, or drawings, new 
arguments, or new evidence in support of patentability. This 
definition in § 1.114 for “submission” is taken from § 1.129(a). 
Section 1.114(c) also provides that if reply to an Office action 
under 35 U.S.C. 132 is outstanding, the submission must meet the 
reply requirements of § 1.111. This provision will permit appli- 
cants to file a submission under § 1.114 containing only an 
information disclosure statement (§§ 1.97 and 1.98) in an appli- 
cation subject to a notice of allowance under 35 U.S.C. 151. 


Section 1.114(d) provides that if an applicant timely files the fee 
set forth in § 1.17(e) and a submission, the Office will withdraw 
the finality of any Office action to which a reply is outstanding and 
the submission will be entered and considered. The phrase 
“withdraw the finality of any Office action” includes the with- 
drawal of the finality of a final rejection, as well as the withdrawal 
of the closing of prosecution by an Office action under Ex parte 
Quayle, 1935 Comm’r Dec. 11 (1935), or notice of allowance 
under 35 U.S.C. 151 (or notice of allowability). Section 1.114(d) 
also provides that if an applicant files a request for continued 
examination under § 1.114 after appeal, but prior to a decision on 
the appeal, it will be treated as a request to withdraw the appeal 
and to reopen prosecution of the application before the examiner. 
Thus, the filing of a request for continued examination under § 
1.114 in an application containing an appeal awaiting decision 
after appeal will be treated as a withdrawal of the appeal by the 
applicant, regardless of whether the request for continued exami- 
nation under § 1.114 includes the appropriate fee ( 1.17(e)) or a 
submission ( § 1.114(c)). Applicants should advise the Board of 
Patent Appeals and Interferences when a request for continued 
examination under § 1.114 is filed in an application containing an 
appeal awaiting decision.Otherwise, the Board of Patent Appeals 
and Interferences may refuse to vacate a decision rendered after 
the filing (but before recognition by the Office) of a request for 
continued examination under § 1.114. Section § 1.114(d) also 
provides that an appeal brief or a reply brief (or related papers) will 
not be considered a submission under § 1.114 (discussed above). 


Section 1.114(e) provides that the request for continued examina- 
tion provisions of § 1.114 do not apply to: (1) a provisional 
application; (2) an application for a utility or plant patent filed 
under 35 U.S.C. 111(a) before June 8, 1995; (3) an international 
application filed under 35 U.S.C. 363 before June 8, 1995; (4) an 
application for a design patent; or (5) a patent under reexamina- 
tion. 


Section 1.116 is amended to add a paragraph (a) that takes into 
account that an applicant’s after final amendment options include 
filing a request for continued examination under § 1.114, and to 
redesignate existing paragraphs (a), (b), and (c) as paragraphs (b), 
(c), and (d), respectively. 


Section 1.198 is amended to take into account that an application 
in which an appeal has been decided by the Board of Patent 
Appeals and Interferences may also be reopened under the request 
for continued examination provisions of § 1.114. 
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Section 1.312 is amended by clarifying that an amendment under 
§ 1.312 (after allowance) must be filed prior to or with payment of 
the issue fee. 


Section 1.313(a) is being amended to provide that it is not 
necessary to file a petition to withdraw an application from issue 
if a request for continued examination under § 1.114 is filed prior 
to payment of the issue fee. If an applicant files a request for 
continued examination under § 1.114 (with the fee and a submis- 
sion) prior to the date the issue fee is due, the applicant need not 
pay the issue fee to avoid abandonment of the application. Appli- 
cants are cautioned against filing a request for continued exami- 
nation under § 1.114 prior to payment of the issue fee and 
subsequently paying the issue fee (before the Office acts on the 
request for continued examination under § 1.114) because doing so 
may result in issuance of a patent without consideration of the 
request for continued examination under § 1.114 (if the request for 
continued examination under § 1.114 is not matched with the 
application before the application is processed into a patent). 


Section 1.313(c) is amended to provide that an application may 
also be withdrawn from issue after payment of the issue fee on 
petition by the applicant for consideration of a request for 
continued examination in compliance with § 1.114. This language 
differs from the language of interim § 1.313(c)(2), but the change 
simply clarifies the requirements for an application to be with- 
drawn from issue under § 1.313(c)(2). 


The Office cannot ensure that any petition under § 1.313(c) will be 
acted upon prior to the date of patent grant. See Filing of 
Continuing Applications, Amendments, or Petitions after Payment 


of Issue Fee, Notice, 1221 Off. Gaz. Pat. Office 14 (April 6, 1999). 
Since a request for continued examination under § 1.114 (unlike a 
CPA under § 1.53(d)) is not any type of new application filing, the 
Office cannot grant a petition to convert an untimely request for 
continued examination under § 1.114 to a continuing application 
under § 1.53(b). Therefore, applicants are strongly cautioned to 
file any desired request for continued examination under § 
1.114 prior to payment of the issue fee. In addition, applicants 
considering filing a request for continued examination under § 
1.114 after payment of the issue fee are strongly cautioned to 
call the Office of Petitions to determine whether sufficient time 
remains before the patent issue date to consider (and grant) a 
petition under § 1.313(c) and what steps are needed to ensure 
that a grantable petition under § 1.313(c) is before an appro- 
priate official in the Office of Petitions in sufficient time to 
grant the petition before the patent is issued. Finally, applicants 
filing a request for continued examination under § 1.114 after 
allowance but prior to payment of the issue fee are cautioned 
against subsequently paying the issue fee because doing so may 
result in the prompt issuance of a patent. 


Response to comments: The Office received fifteen written 
comments (from Intellectual Property Organizations, Law Firms, 
Patent Practitioners, and others) in response to the Interim Rule. 
Comments generally in support of a change are not discussed. The 
comments and the Office’s responses to those comments (as well 
as the comments on the proposed change to [0015] 1.103 in the 

Patent Business Goals Notice of Proposed Rulemaking) follow: 


Comment |: One comment suggested that simply applying the 
basic filing fee as the fee for continued examination under 35 
U.S.C. 132(b) and § 1.114 was inappropriate, as the Office does 
not need to conduct any pre-examination processing when an 
applicant requests continued examination under 35 U.S.C. 132(b) 
and § 1.114. 


Response: The basic filing fee does not recover the Office’s costs 
of pre-examination processing and examination of an application; 
rather, this cost is recovered in part by the issue fee and 
maintenance fees. The actual cost to the Office (in the aggregate) 
of providing the examination required by 35 U.S.C. 131 and 
132(a) exceeds the basic filing fee. Thus, the basic filing fee for a 
utility application is considered an “appropriate” fee within the 
meaning of 35 U.S.C. 132(b). 


Comment 2: One comment (while acknowledging that the issue 
was not a rulemaking issue) requested that the Office clarify the 
impact of the changes to 35 U.S.C. 119(e) to: (1) remove the 





1243 TMOG 376 
(124) 


copendency requirement for a nonprovisional application to claim 
the benefit of a provisional application; and (2) extend the period 
of pendency of a provisional application if the date that is twelve 
months after the filing date of a provisional application falls on 
Saturday, Sunday, or a Federal holiday within the District of 
Columbia. 


Response: Prior to enactment of the American Inventors Protection 
Act of 1999, a nonprovisional application claiming the benefit of 
a provisional application under 35 U.S.C. 119(e) must have been: 
(1) filed not later than within twelve months after the filing date of 
the provisional application; and (2) filed during the pendency of 
the provisional application. Section 4801 of the American Inven- 
tors Protection Act of 1999 amended 35 U.S.C. 119%e) to eliminate 
the requirement that a nonprovisional application claiming the 
benefit of a provisional application must have been filed during the 
pendency of the provisional application, but did not change the 
requirement that a nonprovisional application claiming the benefit 
of a provisional application be filed not later than within twelve 
months after the filing date of the provisional application. 


The provisions of 35 U.S.C. 21(b) extend the twelve-month period 
in 35 U.S.C. 119(e)(1) to the next succeeding secular or business 
day if the last day of that twelve-month period falls on a Saturday, 
Sunday, or Federal holiday. See Dubost v. U.S. Patent and 
Trademark Office, 777 F.2d 1561, 1562, 227 USPQ 977, 977 (Fed. 
Cir. 1985), and Ex parte Olah, 131 USPQ 41, 42-43 (Bd. Pat. App. 
1961). The reason for the caveat in former § 1.78(a)(3) is that: (1) 
35 U.S.C. 119(e)(2) formerly required that a nonprovisional 
application claiming the benefit of a provisional application must 
have been filed during the pendency of the provisional application; 
and (2) 35 U.S.C. 111(b)(5) provides that a provisional application 
will become abandoned twelve months after its filing date regard- 
less of what action is taken or fee is paid in such provisional 
application.Thus, the provisions of 35 U.S.C. 21(b) do not appear 
to extend the twelve-month period in 35 U.S.C. 111(b)(5) to the 
next succeeding secular or business day if the last day of that 
twelve-month period falls on a Saturday, Sunday, or Federal 
holiday. The American Inventors Protection Act of 1999 amended 
35 U.S.C. 119 to: (1) eliminate the requirement that a nonprovi- 
sional application claiming the benefit of a provisional application 
must have been filed during the pendency of the provisional 
application (35 U.S.C. 119(e)(2)); and (2) extend the twelve- 
month period in 35 U.S.C. 111(b)(5) to the next succeeding secular 
or business day if the last day of that twelve-month period falls on 
a Saturday, Sunday, or Federal holiday (35 U.S.C. 119(e)(3)). 


The provision extending the period of pendency of a provisional 
application if the date that is twelve months after the filing date of 
a provisional application falls on Saturday, Sunday, or a Federal 
holiday within the District of Columbia is still relevant (notwith- 
standing the elimination of the requirement that a nonprovisional 
application claiming the benefit of a provisional application has 
been filed during the pendency of the provisional application) as § 
1.53(c)(3) requires that any request to convert a provisional 
application into a nonprovisional application be filed prior to 
abandonment of the provisional application. 


Comment 3: One comment suggested that the Office provide (as a 
default) that a provisional application is abandoned as of its filing 
date. 


Response: The rules of practice ( 1.138) allow an applicant to file 
a letter of express abandonment in any application (including a 
provisional application). The applicant is in the best position to 
determine whether a provisional application should remain pend- 
ing until twelve months from its filing date or whether it should be 
abandoned (expressly or otherwise) prior to that date. For ex- 
ample, an applicant may wish to maintain the pendency of the 
provisional application so that it can be converted under 35 U.S.C. 
111(b)(S) and § 1.53(c)(3) into a nonprovisional application (§ 
1.53(c)(3)(i)). Therefore, the Office considers it inappropriate to 
provide for abandonment of a provisional application as of its 
filing date as a default. 


Comment 4: One comment suggested that the Office not require a 
translation of a non- English language provisional application. The 
comment argued that: (1) the patent statute does not permit the 
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Office to deny a filing date to a non-English language provisional 
application if a translation is not provided; (2) provisional appli- 
cations do not need to be in English since they are never examined; 
(3) requiring a translation for every non-English language provi- 
sional application requires more paper handling by the Office; (4) 
requiring a translation in every non-English language provisional 
application discriminates against foreign applicants and discour- 
ages foreign applicants from filing provisional! applications in the 
United States; and (5) requiring a translation in every non- English 
language provisional application is not necessary for national 
security screening.Another comment suggested that the Office not 
require a translation of a non-English language provisional appli- 
cation if the provisional application discloses an invention made 
outside the United States. 


Response: The rules of practice do not require an English language 
translation of a non- English language provisional (or nonprovi- 
sional) application as a condition of according a filing date to the 
application. The Office has proposed to revise the rules of practice 
to require an English language translation of a non-English 
language provisional application when the benefit of the filing date 
of the provisional application is claimed in a later-filed nonprovi- 
sional application, and then the English language translation of the 
provisional application will be required to be filed only in the 
nonprovisional application. See Changes to Implement Eighteen- 
Month Publication of Patent Applications, Notice of Proposed 
Rulemaking, 65 FR 17946, 17953, 17965 (Apr. 5, 2000), 1233 Off. 
Gaz. Pat. Office 121, 127, 137 (Apr. 25, 2000). Since the effective 
prior art (35 U.S.C. 102(e)) date of a patent takes claims under 35 
U.S.C. 119(e) for the benefit of a provisional application’s filing 
date into account, but does not take claims under 35 U.S.C. 
119(a)-(d) for the benefit of a foreign application’s filing date into 
account, the Office has a reasonable basis for having different 
requirements for provisional application claims under 35 U.S.C. 
119%(e) than for foreign application claims under 35 U.S.C. 
119(a)-(d). Obviously, if a non-English-language provisional ap- 
plication is converted under 35 U.S.C. 111(b)(5) and § 1.53(c)(3) 
into a nonprovisional application, an English language translation 
will be required in the resulting nonprovisional application. 


Comment 5: One comment suggested that § 1.53(c)(3) contain a 
sentence that advises applicants that conversion of a provisional 
application under § 1.53(c)(3) results in a forfeiture of rights under 
35 U.S.C. 119, and that the term of any patent which issues from 
the application will be measured from the initial filing date of the 
provisional application. 


Response: Section 1.53(c)(3) as adopted will caution applicants 
that conversion of a provisional application to a nonprovisional 
application under § 1.53(c)(3) will result in the term of any patent 
to issue from the application being measured from at least the 
filing date of the provisional application for which conversion is 
requested. Section 1.53(c)(3) will also provide that applicants 
should consider avoiding this adverse patent term impact by filing 
a nonprovisional application claiming the benefit of the provi- 
sional application under 35 U.S.C. 119(e) (rather than converting 
the provisional application into a nonprovisional application pur- 
suant to § 1.53(c)(3)). 


Comment 6: One comment suggested that § 1.53(c)(3) provide that 
upon conversion of a provisional application to a nonprovisional 
application, the nonprovisional application should be accorded a 
filing date as of the date on which a request for conversion of 
provisional application to a nonprovisional application was filed, 
but that the original filing date of the provisional application 
should be preserved. The comment also requested clarification on 
the order in which a nonprovisional application resulting from 
conversion of a provisional application will be taken up for 
examination. 


Response: If an applicant files a provisional application and 
subsequently requests that the provisional application be converted 
into (or treated as) a nonprovisional application (and that request 
is granted), there remains only a single (now nonprovisional) 
application. For the Office to accord the resulting nonprovisional 
application a filing date as of the date on which a request for 
conversion of provisional application to a nonprovisional applica- 
tion was filed, but somehow preserve the original filing date of the 
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provisional application, would require the Office to accord two 
filing dates to a single application. There is nothing in the 
legislative history of § 4801 of the American Inventors Protection 
Act of 1999 indicating that Congress intended an application filing 
scheme under which a single application would be both a 
provisional application with one filing date and a nonprovisional 
application with a different filing date. Rather, it appears that 4801 
of the American Inventors Protection Act of 1999 simply permits 
an applicant who previously filed a provisional application to have 
a “change of heart” and subsequently have the application treated 
as (or converted to) a nonprovisional application. This change also 
lays to rest the argument that a provisional application is not a 
proper priority application under Article 4 of the Paris Convention 
for the Protection of Industrial Property because a provisional 
application cannot result in a U.S. patent (since a provisional 
application can now be converted into a nonprovisional applica- 
tion, which can result in a U.S. patent). See 1180 Off. Gaz. Pat. 
Office 131 (Nov. 28, 1995). 


The Office plans to take up a nonprovisional application resulting 
from conversion of a provisional application for examination 
based upon the filing date of the request for conversion under § 
1.53(c)(3) (rather than the filing date of the resulting nonprovi- 
sional application). This will preserve parity among applicants 
filing a nonprovisional application claiming the benefit of an 
earlier provisional application and applicants requesting conver- 
sion of a provisional application into a nonprovisional application 
pursuant to § 1.53(c)(3). 


Comment 7: One comment suggested that § 1.53(c)(3) be amended 
to provide that if a provisional application does not contain a 
claim, and a claim was not filed with a request to convert the 
application into a nonprovisional application, the Office will notify 
the applicant and set a time period for submitting a claim for 
examination. 


Response: The Office does not consider it appropriate to convert a 
provisional application into a nonprovisional application until at 
least one claim is present. Thus, § 1.53(c)(3) requires the presence 
of at least one claim before the Office will grant a request to 
convert a provisional application into a nonprovisional application. 
If a provisional application does not contain a claim, and a claim 
is not filed with a request to convert the application into a 
nonprovisional application, the Office will set a time period within 
which a claim must be submitted for the Office to grant the request 
to convert the provisional application into a nonprovisional appli- 
cation. 


Comment 8: Several comments stated that the twelve-month 
period specified in § 1.53(c)(3)(ii) does not take into account the 
pendency extension provided in 1.7(b). 


Response: The twelve-month period set forth in § 1.53(c)(3)(ii) 
concerning when a request to convert a provisional application 
into a nonprovisional application must be filed does not relate to 
the pendency of the provisional application, but the twelve-month 
period within which any nonprovisional application claiming the 
benefit of that provisional application must be filed. See 35 U.S.C. 
119(e)(1). As discussed above, if the last day of the twelve-month 
period set forth in § 1.53(c)(3)(ii) falls on a Saturday, Sunday, or 
Federal holiday, that period is extended to the next succeeding 
secular or business day by 35 U.S.C. 21(a) (and 1.7(a)). 


Comment 9: One comment indicated that if an applicant fails to 
timely reply to a Notice to File Missing Parts of Application in a 
provisional application, the Office should permit an applicant to 
revive the provisional application to file the filing fee, surcharge, 
translation, or whatever else is missing from the provisional 
application such that a nonprovisional application may claim the 
benefit of the provisional application under 35 U.S.C. 119(e) and 
§ 1.78. 


Response: Section 1.78(a)(3) requires, for a nonprovisional appli- 
cation to claim the benefit of a provisional application, that the 
provisional application filing fee be paid within the period speci- 
fied in § 1.53(g), and that any English language translation be filed 
within the period specified in 1.52(d). Thus, the grant of a petition 
to revive the provisional application will still not result in 
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compliance with § 1.78(a)(3). Rather, the applicant would be 
required to file a petition under § 1.183 showing that circum- 
stances of applicant’s failure to pay the provisional application 
filing fee within the period specified in § 1.53(g), or failure to file 
any English language translation within the period specified in § 
1.52(d), constitutes an “extraordinary situation” in which “justice 
requires” a waiver of this requirement of § 1.78(a)(3). The Office 
has proposed revising the rules of practice as to when an English 
language translation of a non-English language provisional is 
required, as well as the condition under which an untimely English 
language translation will be accepted. See Changes to Implement 
Eighteen-Month Publication of Patent Applications, 65 FR at 
17953, 17965, 1233 Off. Gaz. Pat. Office at 127, 137. 


Comment 10: Several comments argued that the Office should 
retain CPA practice under § 1.53(d) as to divisional applications, 
since an applicant is not permitted to switch inventions under the 
request for continued examination practice set forth in § 1.114. 


Response: CPA practice under § 1.53(d) was adopted in December 
of 1997 (during fiscal year 1998). See Changes to Patent Practice 
and Procedure, 62 FR at 53186-87, 1203 Off. Gaz. Pat. Office at 
111-12. The purpose of CPA practice was to provide a mechanism 
(via the filing of a continuing application) for applicants to obtain 
further examination of an application for a fee (to which the small 
entity reduction in 35 U.S.C. 41(h) applies) in the absence of 
express statutory authority for the Office to provide further or 
continued examination of an application for a fee (to which the 
small entity reduction applies). See Changes to Patent Practice and 
Procedure, 62 FR at 53142, 1203 Off. Gaz. Pat. Office at 72. 35 
U.S.C. 132(b) now provides express statutory authority for the 
Office to provide further or continued examination of an applica- 
tion for a fee (to which the small entity reduction applies). 
Therefore, CPA practice may now be considered a “transitional 
practice” relative to the request for continued examination practice 
set forth in 35 U.S.C. 132(b), and the Office is retaining CPA 
practice only as to applications filed before the effective date of 
request for continued examination practice set forth in 35 U.S.C. 
132(b) (May 29, 2000) and design applications. 


Divisional CPAs make up only a small percentage of divisional 
applications or CPAs. In fiscal year 1998, the Office received about 
12,000 divisional applications and about 18,000 CPAs, about 400 
of which were divisional CPAs. In fiscal year 1999, the Office 
received about 14,000 divisional applications and about 26,000 
CPAs, about 300 of which were divisional CPAs. Thus, divisional 
CPAs made up about three percent of all divisional applications 
and about two percent of all CPAs filed in fiscal year 1998, and 
made up about two percent of all divisional applications and about 
one percent of all CPAs filed in fiscal year 1999. 


Divisional CPAs, however, have a much higher than average 
frequency of filing date petitions (over ten times higher) than other 
types of applications. Almost always, the filing error resulting in 
the need for a filing date petition is that the applicant has filed a 
divisional application as a CPA (usually with a copy of the 
specification, drawings, and oath or declaration from the prior 
application) when the applicant meant to file a divisional applica- 
tion under § 1.53(b). The petition to convert the divisional CPA 
into a divisional application under § 1.53(b) usually cannot be 
granted because it is relatively rare that the petition is filed (much 
less brought before an appropriate deciding official) before the 
prior application is abandoned as a result of being processed into 
a CPA. See Continued Prosecution Application (CPA) Practice, 
Notice, 1214 Off. Gaz. Pat. Office 32, 32 (Sept. 8, 1998). In view 
of the relatively low number of divisional CPAs and the frequency 
of filing errors involving divisional CPAs, the divisional CPA has 
proven itself to be the bane of CPA practice. Thus, the elimination 
of divisional CPA practice appears to be a benefit (rather than a 
drawback) to eliminating CPA practice for applications (other than 
designs) filed on or after May 29, 2000. 


In any event, retaining CPA practice as to “divisional” CPAs and 
eliminating it as to “continuation” CPAs is not practical. The 
expressions “continuation,” “divisional,” and “continuation-in- 
part” are merely terms used for administrative convenience. See 
Transco Products, Inc. v. Performance Contracting, Inc., 38 F.3d 
551, 556, 32 USPQ2d 1077 (Fed. Cir. 1994). Thus, providing that 
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a CPA must be a “divisional” CPA rather than a “continuation” 
CPA would be meaningless, as it would only require that an 
applicant filing a CPA label the CPA as a “divisional” CPA. 


Section 1.53(d)(1) restricts CPA practice to “continuation” and 
“divisional” CPAs (i.e., does not permit continuation-in-part 
CPAs) through the requirement that a CPA disclose and claim only 
subject matter disclosed in the prior application. See § 
1.53(d)(2)(ii). While § 1.53(d) could be amended to further restrict 
CPA practice to “divisional” applications that claim only subject 
matter disclosed but not elected for examination in the prior 
application, such a provision would require a restriction-type 
analysis to determine whether a CPA is proper under this revised 
CPA practice. Retaining CPA practice for the few divisional CPAs 
filed each year does not justify the complexity that such a 
provision would introduce into application filing procedures. 


Finally, any utility or plant CPA filed on or after November 29, 
2000, is subject to the eighteen-month publication provisions of 
the American Inventors Protection Act of 1999.The Office’s 
planning approach to eighteen-month publication involves obtain- 
ing application papers (a specification), drawings, an oath or 
declaration, and any sequence listing (if required) necessary for the 
eighteen-month publication process during the pre- examination 
processing of the application in the Office of Initial Patent 
Examination (OIPE). See Changes to Implement Eighteen-Month 
Publication of Patent Applications, Notice of Proposed Rulemak- 
ing, 65 FR 17046, 17948-49 (Apr. 5, 2000), 1233 Off. Gaz. Pat. 
Office 121, 122-23 (Apr. 25, 2000). Since the Office does not 
conduct any pre- examination processing of a CPA in OIPE, the 
Office’s Patent Application Capture and Review (PACR) database 
will probably not have the application papers (a specification), 
drawings, an oath or declaration, and any sequence listing (if 
required) necessary for the eighteen-month publication process- 
-Restricting CPA practice to the situation in which the prior utility 
or plant application was filed before May 29, 2000, will limit the 
number of utility or plant CPAs filed on or after November 29, 
2000, each of which will require special handling to obtain the 
application papers (a specification), drawings, an oath or declara- 
tion, and any sequence listing (if required) necessary for the 
eighteen-month publication process. 


Comment 11: One comment suggested that § 1.97(b) be revised to 
provide that an information disclosure statement will be consid- 
ered if it is filed within three months after the date of a request for 
continued examination under § 1.114. 


Response: Since a request for continued examination is a reply 
under 35 U.S.C. 132, the applicant may be entitled to patent term 
adjustment if the Office does not act on an application containing 
a request for continued examination under § 1.114 within four 
months. See 35 U.S.C. 154(b)(1)(A)(ii). Thus, the Office cannot 
delay the acting on all applications in which a request for 
continued examination under § 1.114 is filed for three months to 
determine whether an information disclosure statement will be 
filed. The Office, however, is adopting provisions (under § 
1.103(c)) for a limited suspension of action after the filing of a 
request for continued examination under § 1.114, under which an 
applicant may obtain additional time (prior to the issuance of the 
next Office action) to provide an information disclosure statement 
(or amendments, or an affidavit or declaration) after the filing of 
the request for continued examination. 


Comment 12: One comment suggested that the Office clarify its 
statement that § 1.103 does not apply to requests for suspension of 
action by the applicant in an application. 


Response: The Office is distinguishing a request from applicant for 
the Office to suspend action by the Office from a request from 
applicant to suspend action by applicant to an outstanding Office 
requirement. Section 1.103 applies only to a request by applicant 
for the Office to suspend action by the Office in an application. 
Section 1.103 does not apply to a request by applicant to suspend 
action (reply) by the applicant in an application. 


Comment 13: One comment suggested that the three-month 
suspension period for CPAs should be available simply upon 
request without any associated fee, or a lower CPA filing fee is 
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justified as an offset. The comment argued that there is no rational 
basis for payment of an additional fee simply to have the CPA 
obtain the same benefit of filing a preliminary amendment or 
information disclosure statement (IDS) as an application under § 
1.53(b) (non-CPA), since the filing fees for both are the same. 


Response: The comment is not adopted. Section 1.53(d) (CPA 
practice) was established to provide applicants with a means for 
promptly receiving continued examination of an application under 
final rejection via the filing of a continuing application. The 
normal expectation for a CPA is that a first Office action will issue 
before any preliminary amendment or IDS can be submitted if the 
preliminary amendment or IDS is not already prepared when the 
CPA is filed. In these situations, applicants have relied upon not 
paying the filing fee for the CPA and thereby requiring the Office 
to mail a Notice to File Missing Parts of Application (requiring a 
payment of a surcharge). Section 1.103(b) now permits applicants 
to avoid the practice of not paying the filing fee, and to alert the 
Office that submission of a preliminary amendment or IDS is being 
contemplated (§ 1.103(b) does not require a statement of reason 
for the suspension request or actual submission of anything). The 
processing fee required for a request for suspension of action 
under § 1.103(b) is to recover the costs for: (1) treating the 
application and the preliminary amendment or IDS separately 
rather than being able to treat them together when the application 
is filed; and (2) for redocketing of the application so that a first 
Office action is delayed. 


Comment 14: One comment questioned the applicability of the 
exclusion in 35 U.S.C. 103(c) if the subject matter and claimed 
invention were jointly owned by two or more companies and 
subject to assignment to both (i.e., whether “person” and “orga- 
nization” are interpreted as including joint ownership by multiple 
persons or organizations). 


Response: The terms “person” and “organization” in 35 U.S.C. 
103(c) and § 1.104(a)(5S) include the situation in which ownership 
resides in more than one person or organization, provided that the 
applications are owned jointly by the same owners. See MPEP 
706.02(1)(2). 


Comment 15: One comment asked whether the amendment to § 
1.104(c)(4) applied to applications filed on or after November 29, 
1999. 


Response: The amendment to 35 U.S.C. 103(c) in 4807 of the 
American Inventors Protection Act of 1999 applies to any appli- 
cation for patent filed on or after November 29, 1999. Therefore, 
the corresponding amendment to § 1.104(c)(4) applies to any 
application for patent filed on or after November 29, 1999. 


Comment 16: One comment asked whether a CPA under § 1.53(d) 
filed on or after November 29, 1999, is an application for patent 
filed on or after November 29, 1999, such that the amendment to 
35 U.S.C. 103(c) in § 4807 of the American Inventors Protection 
Act of 1999 applies to the CPA. 


Response: A CPA under § 1.53(d) filed on or after November 29, 
1999, is an application for patent filed on or after November 29, 
1999 (regardless of the filing date of the prior application), such 
that the amendment to 35 U.S.C. 103(c) in § 4807 of the American 
Inventors Protection Act of 1999 applies to the CPA. 


Comment 17: One comment suggested that design applications not 
be excluded from the request for continued examination practice 
set forth in § 1.114, which would permit continued prosecution 
application practice (under § 1.53(d)) to be completely phased out 
within a few years. 


Response: Section 4405(b)(2) of the American Inventors Protec- 
tion Act of 1999 excludes design applications from the request for 
continued examination practice set forth in 35 U.S.C. 132(b) and 
§ 1.114. 


Comment 18: Several comments suggested that § 1.114 should 
indicate that the first action after filing a request for continued 
examination may not be a final rejection. 
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Response: The first action after the filing of a request for continued 
examination under § 1.114 may be made final, but only if the 
conditions set forth in MPEP 706.07(b) for making a first action 
final in a continuing application are met. This practice (first action 
final practice) denies an applicant the delay inherent in an 
additional Office action in a continuation application, thus com- 
pelling the applicant to draft claims in a continuation application in 
view of the prosecution history of the parent application (i.e., the 
rejections and prior art of record in the parent application), and 
thus make a bona fide effort to define the issues for appeal or 
allowance. In re Bogese, 22 USPQ2d 1821, 1824-25 Comm’r Pat. 
1992). The Office’s need for applicants to make a bona fide effort 
to define the issues for appeal or allowance when filing a request 
for continued examination under § 1.114 remains, notwithstanding 
the changes to the patent term provisions of 35 U.S.C. 154 
contained in the Uruguay Round Agreements Act (URAA), Pub. L. 
103-465, 108 Stat. 4809 (1994). 


Comment 19: One comment stated that under 35 U.S.C. 132(a) an 
applicant is entitled to persist in his or her claim to a patent, with 
or without amendment, and that an applicant is likewise entitled to 
request continued examination under 35 U.S.C. 132(b) “with or 
without amendment.” The comment argues that 1.113 is inconsis- 
tent with 35 U.S.C. 132 in that it requires an applicant to appeal or 
amend to obtain further consideration of the application. 


Response: The second examination (or “reexamination”) provision 
of 35 U.S.C. 132(a) is implemented in § 1.112, which does not 
require the applicant to amend the application.The continued 
examination provision of 35 U.S.C. 132(b) is implemented in § 
1.114, which again does not require the applicant to amend the 
application to obtain continued examination (a submission “in- 
cludes, but is not limited to, an information disclosure statement, 
an amendment to the written description, claims, or drawings, new 
arguments, or new evidence in support of patentability”). 


Section 1.113 applies to applications under a final rejection or 
action, which occurs after the Office has satisfied its obligation to 
examine (35 U.S.C. 131) and reexamine (35 U.S.C. 132(a)) the 
application.Former and current § 1.113 limits the applicant’s after 
final options to appeal from or cancellation of the rejected claims. 
Since the Office is not required by 35 U.S.C. 132 to provide 
continued examination of an application under final rejection or 
action (regardless of whether the applicant amends) unless the 
applicant requests (and pays the fee for) continued examination 
under 35 U.S.C. 132(b) and § 1.114, the Office is not required by 
35 U.S.C. 132 to give applicants after final options other than 
appeal, cancellation of the rejected claims, or continued examina- 
tion under § 1.114. 


Comment 20: Several comments suggested that § 1.114 provide 
that if a request for continued examination under § 1.114 is 
accompanied by the fee but not a submission, the Office will notify 
the applicant and set a time period within which the deficiency 
must be corrected. One comment also suggested that § 1.114 
provide that if a request for continued examination under § 1.114 
is filed after an application is allowed, and is accompanied by the 
fee but not a submission, the Office will notify the applicant and 
set a time period within which the deficiency must be corrected. 


Response: The Office will not suspend action in an application 
when a reply by the applicant is outstanding. 35 U.S.C. 133 
requires an applicant to “prosecute the application” within six 
months of an Office action (or a shorter period as set in the Office 
action) to avoid abandonment of the application. If an applicant 
files a request for continued examination but does not also provide 
any submission (in reply to the prior Office action) within the 
period for reply to the prior Office action, the application is 
abandoned by operation of law (35 U.S.C. 133). Providing a 
different practice for the relatively few applications in which a 
request for continued examination under § 1.114 is filed after a 
notice of allowance has been issued would be a trap for the unwary 
if relied upon in an application subject to an Office action under 35 
U.S.C. 132. 


The Office will treat a request for continued examination under § 
1.114 containing a bona fide submission that is not fully respon- 
sive to the prior Office action under the practice set forth in 


U.S. PATENT AND TRADEMARK OFFICE 


1243 TMOG 379 
(124) 


1.135(c). In addition, under the limited suspension of action 
provisions of § 1.103(c), an applicant must still file a request for 
continued examination practice in compliance with § 1.114, but 
may obtain additional time (prior to the issuance of the next Office 
action) to provide an information disclosure statement, amend- 
ments, or an affidavit or declaration after the filing of the request 
for continued examination. 


Comment 21: Several comments suggest that the Office permit 
applicants to submit an amendment canceling previously exam- 
ined claims and presenting claims to a previously non-elected 
invention (i.e., “switch inventions“) when filing a request for 
continued examination under § 1.114. 


Response: The Office does not consider it appropriate to permit an 
applicant to accumulate patent term adjustment under 35 U.S.C. 
154(b) on the basis of the examination of a first elected invention 
and to apply that patent term adjustment to a patent on a 
subsequently elected (previously non-elected) invention. If the 
Office permits applicants to submit an amendment canceling 
previously examined claims and presenting claims to a previously 
non-elected invention when filing a request for continued exami- 
nation under § 1.114, the applicant will be able to accumulate 
patent term adjustment under 35 U.S.C. 154(b) on the basis of the 
examination of a first elected invention and to apply that patent 
term adjustment to a patent on a subsequently elected (previously 
non-elected) invention. Thus, an applicant may not obtain exami- 
nation of a different or non-elected invention (e.g., a divisional) in 
a request for continued examination under § 1.114. 


Comment 22: Several comments suggested that § 1.116 should 
continue to permit entry of an amendment after final rejection 
upon a showing of good and sufficient reasons why the amendment 
is necessary and was not presented earlier. 


Response: Section 1.116(c) permits entry of an amendment after 
final rejection upon a showing of good and sufficient reasons why 
the amendment is necessary and was not presented earlier. 


Comment 23: One comment noted that § 1.85(c) permitted 
applicants to file corrected drawings after payment of the issue fee, 
and questioned how minor amendments to the specification (for 
consistency with the corrected drawings) may be filed after 
payment of the issue fee in view of the changes to §§ 1.312 and 
1.313. 


Response: Section 1.85 will be amended to provide that the 
three-month period set in notice of allowability for submission of 
any outstanding corrected or formal drawings is not extendable 
under § 1.136(a) or (b). Thus, any corrected or formal drawings 
(and conforming amendments to the specification) should be 
submitted on or before the date the issue fee is paid. 


Comment 24: One comment suggested that the Office must allow 
for amendments after payment of the issue fee because the Office 
often does not rule on an amendment under § 1.312 submitted 
prior to payment of the issue fee until after the period for payment 
of the issue fee has expired. 


Response: Section 1.312 is not intended to be used for continued 
examination of an application. See MPEP 714.16. Any amend- 
ments considered necessary by the applicant should be completed 
before a notice of allowance is issued in the application. Appli- 
cants should not be submitting a series of amendments after 
issuance of a notice of allowance to determine what changes the 
examiner will permit under § 1.312. 


Comment 25: One comment suggested that § 1.313(a) be amended 
to state that an application may be withdrawn from issue prior to 
payment of the issue fee for consideration of a request for 
continued examination under§ 1.114. The comment argued that an 
applicant should not be forced to pay the issue fee while waiting 
to see whether an application will be withdrawn from issue to 
consider a request for continued examination under § 1.114. 


Response: Section 1.313(a) is being amended to provide that it is 
not necessary to file a petition to withdraw an application from 
issue if a request for continued examination under § 1.114 is filed 
prior to payment of the issue fee. 
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Comment 26: One comment suggested that a grantable petition 
under § 1.313(c) to withdraw an application from issue be 
considered effective on the filing date of the petition, rather than on 
the date an Office official acts on the petition. 


Response: The withdrawal of an application from issue after 
payment of the issue fee is not considered a ministerial act, rather, 
the Office will withdraw an application from issue only when the 
Office determines that the conditions specified in § 1.313(b) or § 
1.313(c) are satisfied. See Harley v. Lehman, 981 F. Supp. 9, 44 
USPQ2d 1699 (D.D.C. 1997). Therefore, the Office does not 
consider it appropriate to consider a petition to withdraw an 
application from issue after payment of the issue fee to be effective 
on the filing date of the petition. 


Classification 


Administrative Procedure Act: The changes in this final rule 
concern only the manner by which an applicant obtains continued 
examination of a nonprovisional application, requests conversion 
of a provisional application into a nonprovisional application, or 
claims the benefit of a provisional application, as provided for in 
§§ 4403 and 4801 of the American Inventors Protection Act of 
1999 (Title IV of S. 1948, incorporated into Pub. L. 106-113). 
Therefore, prior notice and an opportunity for public comment are 
not required pursuant to 5 U.S.C. 553(b)(A) (or any other law), 
and thirty-day advance publication is not required pursuant to 5 
U.S.C. 553(d) (or any other law). 


Regulatory Flexibility Act: As prior notice and an opportunity for 
public comment are not required pursuant to 5 U.S.C. 553 (or any 
other law), the analytical requirements of the Regulatory Flexibil- 
ity Act (5 U.S.C. 601 et seq.) are inapplicable. 


Executive Order 13132: This final rule does not contain policies 
with federalism implications sufficient to warrant preparation of a 
Federalism Assessment under Executive Order 13132 (August 4, 
1999). 


Executive Order 12866: This final rule has been determined to be 
not significant for purposes of Executive Order 12866 (September 
30, 1993). 


Paperwork Reduction Act: This final rule involves information 
collection requirements which are subject to review by the Office 
of Management and Budget (OMB) under the Paperwork Reduc- 
tion Act of 1995 (44 U.S.C. 3501 et seq.). The collections of 
information involved in this final rule have been reviewed and 
previously approved by OMB under the following control num- 
bers: 0651-0031, 0651-0032, and 0651-0033. The United States 
Patent and Trademark Office is not resubmitting information 
collection packages to OMB for its review and approval because 
the changes in this final rule do not affect the information 
collection requirements associated with the information collec- 
tions under these OMB control numbers. 


The title, description, and respondent description of each of the 
information collections are shown below with an estimate of each 
of the annual reporting burdens. Included in each estimate is the 
time for reviewing instructions, gathering and maintaining the data 
needed, and completing and reviewing the collection of informa- 
tion. The principal impact of the changes in this final rule is to 
implement the changes to Office practice necessitated by 4403, 
4801, and 4807 of the American Inventors Protection Act of 1999 


OMB Number: 0651-0031. 

Title: Patent Processing (Updating). 

Form Numbers: PTO/SB/08/2 1-27/30/3 1/42/43/6 1/62/63/64/67/ 
68/9 1/92/96/97. 

Type of Review: Approved through October of 2002. 

Affected Public: Individuals or Households, Business or Other 
For-Profit Institutions, Not-for-Profit Institutions and Federal Gov 
ernment 

Estimated Number of Respondents: 2,231,365. 

Estimated Time Per Response: 0.46 hours. 

Estimated Total Annual Burden Hours: !,018,.736 hours. 
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Needs and Uses: During the processing of an application for a 
patent, the applicant/agent may be required or desire to submit 
additional information to the United States Patent and Trademark 
Office concerning the examination of a specific application. The 
specific information required or which may be submitted includes: 
Information Disclosure Statements; Terminal Disclaimers; Peti- 
tions to Revive; Express Abandonments; Appeal Notices; Petitions 
for Access; Powers to Inspect; Certificates of Mailing or Trans- 
mission; Statements under § 3.73(b): Amendments, Petitions and 
their Transmittal Letters; and Deposit Account Order Forms. 


OMB Number: 0651-0032. 

Title: Initial Patent Application. 

Form Number: PTO/SB/01-07/13PCT/17-19/29/101-110. 

Type of Review: Approved through October of 2002. 

Affected Public: Individuals or Households, Business or Other 
For-Profit, Not-for-Profit Institutions and Federal Government. 

Estimated Number of Respondents: 334,100. 

Estimated Time Per Response: 8.95 hours. 

Estimated Total Annual Burden Hours: 2,990,260 hours. 

Needs and Uses: The purpose of this information collection is to 
permit the United States Patent and Trademark Office to determine 
whether an application meets the criteria set forth in the patent 
statute and regulations. The standard Fee Transmittal form, New 
Utility Patent Application Transmittal form, New Design Patent 
Application Transmittal form, New Plant Patent Application 
Transmittal form, Declaration, and Plant Patent Application Dec- 
laration will assist applicants in complying with the requirements 
of the patent statute and regulations, and will further assist the 
United States Patent and Trademark Office in processing and 
examination of the application. 


OMB Number: 0651-0033. 

Title: Post Allowance and Refiling. 

Form Numbers: PTO/SB/13/14/44/S0-57; PTOL-85b. 

Type of Review: Approved through September of 2000. 

Affected Public: Individuals or Households, Business or Other 
For-Profit, Not-for-Profit Institutions and Federal Government. 

Estimated Number of Respondents: 135,250. 

Estimated Time Per Response: 0.325 hour. 

Estimated Total Annual Burden Hours: 43,893 hours. 

Needs and Uses: This collection of information is required to 
administer the patent laws pursuant to title 35, U.S.C., concerning 
the issuance of patents and related actions including correcting 
errors in printed patents, refiling of patent applications, requesting 
reexamination of a patent, and requesting a reissue patent to 
correct an error in a patent. The affected public includes any 
individual or institution whose application for a patent has been 
allowed or who takes action as covered by the applicable rules. 


Comments are invited on: (1) whether the collection of informa- 
tion is necessary for proper performance of the functions of the 
agency; (2) the accuracy of the agency’s estimate of the burden; (3) 
ways to enhance the quality, utility, and clarity of the information 
to be collected; and (4) ways to minimize the burden of the 
collection of information to respondents. 


Interested persons are requested to send comments regarding these 
information collections, including suggestions for reducing this 
burden, to Robert J. Spar, Director, Office of Patent Legal 
Administration, United States Patent and Trademark Office, Wash- 
ington, D.C. 20231, or to the Office of Information and Regulatory 
Affairs, OMB, 725 17th Street, N.W., Washington, D.C. 20503, 
(Attn: Desk Officer for the United States Patent and Trademark 
Office). 


Notwithstanding any other provision of law, no person is required 
to respond to nor shall a person be subject to a penalty for failure 
to comply with a collection of information subject to the require- 
ments of the Paperwork Reduction Act unless that collection of 
information displays a currently valid OMB control number. 


List of Subjects 
37 CFR Part | 
Administrative practice and procedure, Courts, Freedom of Infor- 


mation, Inventions and patents, Reporting and record keeping 
requirements, Smal! Businesses. 
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For the reasons set forth in the preamble, the interim rule 
amending 37 CFR Part | which was published at 65 FR 14865- 
14873 on March 20, 2000, is adopted as final with the following 
changes: 


PART 1 - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part | continues to read as 
follows: 


Authority: 35 U.S.C. 2(b)(2). 


2. Section 1.53 is amended by revising paragraph (c)(3) to read as 
follows: 


§ 1.53 Application number, filing date, and completion of 
application. 


ee K * 
(c) * * * 


(3) A provisional application filed under paragraph (c) of this 
section may be converted to a nonprovisional application filed 
under paragraph (b) of this section and accorded the original filing 
date of the provisional application. The conversion of a provisional 
application to a nonprovisional application will not result in either 
the refund of any fee properly paid in the provisional application 
or the application of any such fee to the filing fee, or any other fee, 
for the nonprovisional application. Conversion of a provisional 
application to a nonprovisional application under this paragraph 
will result in the term of any patent to issue from the application 
being measured from at least the filing date of the provisional 
application for which conversion is requested. Thus, applicants 
should consider avoiding this adverse patent term impact by filing 
a nonprovisional application claiming the benefit of the provi- 
sional application under 35 U.S.C. 119(e) (rather than converting 
the provisional application into a nonprovisional application pur- 
suant to this paragraph). A request to convert a provisional 
application to a nonprovisional application must be accompanied 
by the fee set forth in § 1.17(i) and an amendment including at 
least one claim as prescribed by the second paragraph of 35 U.S.C. 
112, unless the provisional application under paragraph (c) of this 
section otherwise contains at least one claim as prescribed by the 
second paragraph of 35 U.S.C. 112. The nonprovisional applica- 
tion resulting from conversion of a provisional application must 
also include the filing fee for a nonprovisional application, an oath 
or declaration by the applicant pursuant to §§ 1.63, 1.162, or 
1.175, and the surcharge required by § 1.16(e) if either the basic 
filing fee for a nonprovisional application or the oath or declara- 
tion was not present on the filing date accorded the resulting 
nonprovisional application (i.e., the filing date of the original 
provisional application). A request to convert a provisional appli- 
cation to a nonprovisional application must also be filed prior to 
the earliest of: 

(i) Abandonment of the provisional application filed under 
paragraph (c) of this section; or 

(ii) Expiration of twelve months after the filing date of the 
provisional application filed under paragraph (c) of this section. 


*e KEK 


3. Section 1.103 is revised to read as follows: 


§ 1.103 Suspension of action by the Office. 


may grant a suspension of action by the Office under this 
paragraph for good and sufficient cause.The Office will not 
suspend action if a reply by applicant to an Office action is 
outstanding. Any petition for suspension of action under this 
paragraph must specify a period of suspension not exceeding six 
months. Any petition for suspension of action under this paragraph 
must also include: 

(1) A showing of good and sufficient cause for suspension of 
action; and 

(2) The fee set forth in § 1.17(h), unless such cause is the fault 
of the Office. 


(a) Suspension for cause. On request of the applicant, the Office 


194-362 D-01 -- 11 :QL3 
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(b) Limited suspension of action in a continued prosecution 
application (CPA) filed under § 1.53(d). On request of the 
applicant, the Office may grant a suspension of action by the Office 
under this paragraph in a continued prosecution application filed 
under § 1.53(d) for a period not exceeding three months. Any 
request for suspension of action under this paragraph must be filed 
with the request for an application filed under § 1.53(d), specify 
the period of suspension, and include the processing fee set forth 
in § 1.17(i). 

(c) Limited suspension of action after a request for continued 
examination (RCE) under § 1.114. On request of the applicant, the 
Office may grant a suspension of action by the Office under this 
paragraph after the filing of a request for continued examination in 
compliance with § 1.114 for a period not exceeding three months. 
Any request for suspension of action under this paragraph must be 
filed with the request for continued examination under § 1.114, 
specify the period of suspension, and include the processing fee set 
forth in § 1.17(i). 

(d) Notice of suspension on initiative of the Office. The Office 


will notify applicant if the Office suspends action by the Office on 
an application on its own initiative. 
(e) Suspension of action for public safety or defense. The Office 


may suspend action by the Office by order of the Commissioner if 
the following conditions are met: 

(1) The application is owned by the United States; 

(2) Publication of the invention may be detrimental to the public 
safety or defense; and 

(3) The appropriate department or agency requests such suspen- 
sion. 

(f) Statutory invention registration. The Office will suspend 
action by the Office for the entire pendency of an application if the 
Office has accepted a request to publish a statutory invention 
registration in the application, except for purposes relating to 
patent interference proceedings under Subpart E of this part. 


4. Section 1.114 is revised to read as follows: 
§ 1.114 Request for continued examination. 


(a) If prosecution in an application is closed, an applicant may 
request continued examination of the application by filing a 
submission and the fee set forth in § 1.17(e) prior to the earliest of: 

(1) Payment of the issue fee, unless a petition under § 1.313 is 
granted; 

(2) Abandonment of the application; or 

(3) The filing of a notice of appeal to the U.S. Court of Appeals 
for the Federal Circuit under 35 U.S.C. 141, or the commencement 
of a civil action under 35 U.S.C. 145 or 146, unless the appeal or 
civil action is terminated. 

(b) Prosecution in an application is closed as used in this section 
means that the application is under appeal, or that the last Office 
action is a final action (§ 1.113), a notice of allowance (§ 1.311), 
or an action that otherwise closes prosecution in the application. 

(c) A submission as used in this section includes, but is not 
limited to, an information disclosure statement, an amendment to 
the written description, claims, or drawings, new arguments, or 
new evidence in support of patentability. If reply to an Office 
action under 35 U.S.C. 132 is outstanding, the submission must 
meet the reply requirements of § 1.111. 

(d) If an applicant timely files a submission and fee set forth in 
§ 1.17(e), the Office will withdraw the finality of any Office action 
and the submission will be entered and considered. If an applicant 
files a request for continued examination under this section after 
appeal, but prior to a decision on the appeal, it will be treated as 
a request to withdraw the appeal and to reopen prosecution of the 
application before the examiner.An appeal brief under § 1.192 or 
a reply brief under § 1.193(b), or related papers, will not be 
considered a submission under this section. 

(e) The provisions of this section do not apply to: 

(1) A provisional application; 

(2) An application for a utility or plant patent filed under 35 
U.S.C. 111(a) before June 8, 1995; 

(3) An international application filed under 35 U.S.C. 363 before 
June 8, 1995; 

(4) An application for a design patent; or 

(5) A patent under reexamination. 
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5. Section 1.313 is amended by revising paragraphs (a) and (c)(2) 
to read as follows: 


§ 1.313 Withdrawal from issue. 


(a) Applications may be withdrawn from issue for further action 
at the initiative of the Office or upon petition by the applicant. To 
request that the Office withdraw an application from issue, 
applicant must file a petition under this section including the fee 
set forth in § 1.17(h) and a showing of good and sufficient reasons 
why withdrawal of the application from issue is necessary. A 
petition under this section is not required if a request for continued 
examination under § 1.114 is filed prior to payment of the issue 
fee.If the Office withdraws the application from issue, the Office 
will issue a new notice of allowance if the Office again allows the 
application. 


** ee * 
nr > 


(2) Consideration of a request for continued examination in 
compliance with § 1.114; or 


keke KK 


August 9, 2000 Q. Todd Dickinson 
Under Secretary of Commerce for 
Intellectual Property and Director of the 


United States Patent and Trademark Office 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 000301056-0056-01 | 
RIN 0651-AB13 


Changes to Application Examination and 
Provisional Application Practice 


AGENCY: United States Patent and Trademark Office, Commerce. 
ACTION: Interim rule. 


SUMMARY: The United States Patent and Trademark Office 
(Office) is revising the rules of practice in patent cases to 
implement certain provisions of the “American Inventors Protec- 
tion Act of 1999.” These provisions of the “American Inventors 
Protection Act of 1999” provide for continued examination of an 
application for a fee, extend the pendency of a provisional 
application if the date that is twelve months after the filing date of 
the provisional application falls on a Saturday, Sunday, or a 
Federal holiday within the District of Columbia, eliminate the 
copendency requirement for a nonprovisional application to claim 
the benefit of a provisional application, provide for the conversion 
of a provisional application to a nonprovisional application, and to 
provide a prior art exclusion for certain commonly assigned 
patents. 


DATES: Effective Date: May 29, 2000. 


Comments: To be ensured of consideration, written comments 
must be received on or before May 19, 2000. No public hearing 
will be held. 


ADDRESSES: Comments should be sent by electronic mail 
message over the Internet addressed to: rce.comments @uspto. gov. 
Comments may also be submitted by mail addressed to: Box 
Comments--Patents, Assistant Commissioner for Patents, Wash- 
ington, D.C. 20231, or by facsimile to (703) 872-9411, marked to 
the attention of Robert W. Bahr. Although comments may be 
submitted by mail or facsimile, the Office prefers to receive 
comments via the Internet. If comments are submitted by mail, the 
Office would prefer that the comments be submitted on a DOS 
formatted 3 1/2 inch disk accompanied by a paper copy. 
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The comments will be available for public inspection at the 
Special Program Law Office, Office of the Deputy Assistant 
Commissioner for Patent Policy and Projects, located at Room 
3-C23 of Crystal Plaza 4, 2201 South Clark Place, Arlington, 
Virginia, and will be available through anonymous file transfer 
protocol (ftp) via the Internet (address: http://www.uspto.gov). 
Since comments will be made available for public inspection, 
information that is not desired to be made public, such as an 
address or phone number, should not be included in the comments. 


FOR FURTHER INFORMATION CONTACT: Robert W. Bahr, 
Karin L. Tyson, or Robert A. Clarke by telephone at (703) 
308-6906, or by mail addressed to: Box Comments--Patents, 
Assistant Commissioner for Patents, Washington, DC 20231, or by 
facsimile to (703) 872-9411, marked to the attention of Robert W. 
Bahr. 


SUPPLEMENTARY INFORMATION: The “American Inventors 
Protection Act of 1999” (Title IV of the “Intellectual Property and 
Communications Omnibus Reform Act of 1999” (S. 1948) as 
introduced in the 106th Congress on November 17, 1999) was 
incorporated and enacted into law on November 29, 1999, by Sec. 
1000(a)(9), Division B, of Public Law 106- 113, 113 Stat. 1501 
(1999). The “American Inventors Protection Act of 1999” contains 
a number of changes to title 35, United States Code. This interim 
rule changes the rules of practice to implement the provisions of 
Secs. 4403, 4801, and 4807 of the “American Inventors Protection 
Act of 1999.” 

Section 4403 of the “American Inventors Protection Act of 
1999” is effective on the date six months after the date of 
enactment of the “American Inventors Protection Act of 1999” 
(May 29, 2000), and applies to applications (other than for a 
design patent) filed on or after June 8, 1995. Section 4801 of the 
“American Inventors Protection Act of 1999” is effective on the 
date of enactment of the “American Inventors Protection Act of 
1999” (November 29, 1999) and applies to all provisional appli- 
cations (with limited exception) filed on or after June 8, 1995. 
Section 4807 of the “American Inventors Protection Act of 1999” 
is effective on the date of enactment of the “American Inventors 
Protection Act of 1999” (November 29, 1999) and applies to all 
applications filed on or after November 29, 1999. 

Section 4403 (Continued Examination of Patent Applications): 
Section 4403 of the “American Inventors Protection Act of 1999” 
amends 35 U.S.C. 132 to state that the Office “shall prescribe 
regulations to provide for the continued examination of applica- 
tions for patent at the request of the applicant,” and that the Office 
“may establish appropriate fees for such continued examinations 
and shall provide a 50 percent reduction in such fees for small 
entities that qualify for reduced fees under [35 U.S.C. 41(h)(1)].” 
Currently, an applicant must file a continuing application (a 
continuing application under Sec. 1.53(b) or a continued prosecu- 
tion application under Sec. 1.53(d)) to obtain continued examina- 
tion of an application for a fee (the application filing fee). Section 
4403 of the “American Inventors Protection Act of 1999” will 
provide statutory authority for the continued examination of an 
application for a fee (to which the small entity reduction will be 
applicable) without requiring the applicant to file a continuing 
application. 

Section 4801 (Provisional Applications): Section 4801(a) of the 
“American Inventors Protection Act of 1999” amends 35 U.S.C. 
111(b)(5) to provide that “[nJotwithstanding the absence of a 
claim, upon timely request and as prescribed by the Director, a 
provisional application may be treated as an application filed under 
(35 U.S.C. 111(a)]” but that if “no such request is made, the 
provisional application shall be regarded as abandoned 12 months 
after the filing date of such application and shall not be subject to 
revival thereafter.” Section 1.53(c), which currently provides for 
the conversion of a nonprovisional application (35 U.S.C. 111(a) 
and Sec. 1.53(b)) to a provisional application (35 U.S.C. 111(b) 
and Sec. 1.53(c)), is thus being amended to also provide for the 
conversion of a provisional application (35 U.S.C. 111(b) and Sec. 
1.53(c)) to a nonprovisional application (35 U.S.C. 111(a) and Sec. 
1.53(b)). 

Section 4801 of the “American Inventors Protection Act of 
1999” contains no provision for according the resulting nonprovi- 
sional application a filing date other than the original filing date of 
the provisional application. Thus, under 35 U.S.C. 154(b), the term 
of a nonprovisional application resulting from the conversion of a 
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provisional application pursuant to 35 U.S.C. 111(b)(5) will be 
measured from the original filing date of the provisional applica- 
tion (which is the filing date accorded the nonprovisional applica- 
tion resulting from conversion under Sec. 4801 of the “American 
Inventors Protection Act of 1999”). Applicants are strongly cau- 
tioned to consider the patent term implications of converting a 
provisional application into a nonprovisional application pursuant 
to 35 U.S.C. 111(b)(5), rather than simply filing a nonprovisional 
application within twelve months of the filing date of the provi- 
sional application and claiming the benefit of that provisional 
application under 35 U.S.C. 119(e). 

Section 4801(b) of the “American Inventors Protection Act of 
1999” also amends 35 U.S.C. 119(e) to provide that “[i}f the day 
that is 12 months after the filing date of a provisional application 
falls on a Saturday, Sunday, or Federal holiday within the District 
of Columbia, the period of pendency of the provisional application 
shall be extended to the next succeeding secular or business day.” 

Section 4801(c) of the “American Inventors Protection Act of 
1999” also amends 35 U.S.C. 119(e) to eliminate the requirement 
that a provisional application be pending on the filing date of the 
nonprovisional application for the nonprovisional application to 
claim the benefit of the provisional application. 

Section 4807 (Prior Art Exclusion): 35 U.S.C. 103 was amended 
in 1984 to exclude subject matter developed by another person 
which qualifies as prior art only under 35 U.S.C. 102(f) or (g) as 
prior art under 35 U.S.C. 103 against a claimed invention, 
provided that the subject matter and the claimed invention were 
commonly owned by the same person or organization or subject to 
an obligation of assignment to the same person or organization at 
the time the claimed invention was made. See Public Law 98-622, 
Sec. 103, 98 Stat. 3384 (1984). Section 4807 of the “American 
Inventors Protection Act of 1999” amends 35 U.S.C. 103(c) to 
exclude subject matter developed by another person which quali- 
fies as prior art only under one or more of 35 U.S.C. 102(e), (f), or 
(g) as prior art under 35 U.S.C. 103 against a claimed invention, 
again provided that the subject matter and the claimed invention 
were commonly owned by the same person or organization or 
subject to an obligation of assignment to the same person or 
organization at the time the claimed invention was made. The 
Office is in the process of developing guidelines concerning the 
implementation of this change to 35 U.S.C. 103(c). 


Discussion of Specific Rules 


Title 37 of the Code of Federal Regulations, Part 1, is amended 
as follows: 

Section 1.7 is amended by designating the current text as 
paragraph (a) and adding a new paragraph (b) to provide that if the 
day that is twelve months after the filing date of a provisional 
application under 35 U.S.C. 111(b) and Sec. 1.53(c) falls on 
Saturday, Sunday, or a Federal holiday within the District of 
Columbia, the period of pendency shall be extended to the next 
succeeding secular or business day which is not a Saturday, 
Sunday, or a Federal holiday. 

Section 1.17(e) sets forth the fee to request continued examina- 
tion pursuant to new Sec. 1.114, which is set at an amount equal 
to the basic filing fee for a utility application. Therefore, the fee for 
considering a submission pursuant to Sec. 1.114 is $690.00 
($345.00 for a small entity). 

Section 1.17(i) is amended to include a reference to the fee to 
convert a provisional application filed under Sec. 1.53(c) to a 
nonprovisional application under Sec. 1.53(b), and to eliminate the 
reference to Sec. 1.312. 

Section 1.53 is amended by redesignating paragraph (c)(3) as 
paragraph (c)(4) and adding a new paragraph (c)(3) to provide for 
the conversion of a provisional application to a nonprovisional 
application. Section 1.53(c)(3) provides that a request to convert a 
provisional application filed under Sec. 1.53(c) to a nonprovisional 
application under Sec. 1.53(b) must be accompanied by the fee set 
forth in Sec. 1.17(i) and an amendment including at least one claim 
as prescribed by the second paragraph of 35 U.S.C. 112, unless the 
provisional application otherwise contains at least one claim. 
Section 1.53(c)(3) also provides that such a request must be filed 
prior to the earliest of: (1) abandonment of the provisional 
application; or (2) expiration of twelve months after the filing date 
of the provisional application. Section 1.53(c)(3) also provides that 
the conversion of a provisional application to a nonprovisional 
application will not result in either the refund of any fee properly 
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paid in the provisional application or the application of any such 
fee to the filing fee, or any other fee, for the nonprovisional 
application. 

The conversion of a provisional application to a nonprovisional 
application will not result in any savings in filing fees over the 
filing of a nonprovisional application claiming the benefit under 35 
U.S.C. 119(e) and Sec. 1.78 of the earlier provisional application. 
Thus, an applicant may simply file a nonprovisional application 
claiming the benefit under 35 U.S.C. 119(e) and Sec. 1.78 of the 
earlier provisional application and avoid the fee set forth in Sec. 
1.17(i) required to convert a provisional application to a nonpro- 
visional application (as well as the adverse patent term effects 
discussed above). 

Section 1.53(d)(1)(i) is amended to provide that continued 
prosecution application (CPA) practice under Sec. 1.53(d) does not 
apply to applications (other than design) if the prior application 
has a filing date on or after May 29, 2000. Thus, an application 
(except for a design application) must have an actual filing date 
before May 29, 2000, for the applicant to be able to file a CPA of 
that application. While the Office uses the filing date (and 
application number) of the prior application of a CPA for identi- 
fication purposes, the filing date of a CPA under Sec. 1.53(d) is the 
date the request for a CPA is filed. See Sec. 1.53(d)(2). Thus, if a 
CPA of an application (other than for a design patent) is filed on or 
after May 29, 2000, Sec. 1.53(d)(1)(i) does not permit the filing of 
a further CPA, regardless of the filing date of the prior application 
as to the first CPA (i.e., the filing date used for identification 
purposes for the CPA). 

In the event that an applicant files a request for a CPA of a utility 
or plant application that was filed on or after May 29, 2000 (to 
which CPA practice no longer applies), the Office will automati- 
cally treat the improper CPA as a request for continued examina- 
tion of the prior application (identified in the request for CPA) 
under new Sec. 1.114. If an applicant files a request for a CPA of 
an application to which CPA practice no longer applies and does 
not want the request for a CPA to be treated as a request for 
continued examination under Sec. 1.114 (e.g., the CPA is a 
divisional CPA), the applicant may file a petition under Sec. 
1.53(e) requesting that the improper CPA be converted to an 
application under Sec. 1.53(b). The requirements for such a 
petition under Sec. 1.53(e) are identical to those set forth in section 
201.06(b) of the Manual of Patent Examining Procedure (7th 
ed.1998) (MPEP) for converting an improper file wrapper con- 
tinuing (FWC) application under former Sec. 1.62 to an applica- 
tion under Sec. 1.53(b). The Office will not grant such a petition 
unless it is before the appropriate deciding official before an Office 
action has been mailed in response to the request for continued 
examination under Sec. 1.114 (as the improper CPA is being 
treated). If an Office action has been mailed in response to the 
request for continued examination under Sec. 1.114, the applicant 
should simply file an application under Sec. 1.53(b) within the 
period for reply to such Office action. 

Section 1.53(d)(1)(ii)(A) is amended to refer to “Sec. 1.313(c)” 
rather than “Sec. 1.313(b)(5)” for consistency with the change to 
Sec. 1.313. 

Section 1.78 is amended to eliminate the requirement that a 
nonprovisional application be “copending” with a provisional 
application for the nonprovisional application to claim the benefit 
under 35 U.S.C. 119(e) of a provisional application. Section 1.78 
is also amended to require that, for a nonprovisional application to 
claim the benefit of a provisional application, the provisional 
application must be entitled to a filing date as set forth in Sec. 
1.53(c), and have paid therein the basic filing fee set forth in Sec. 
1.16(k) within the time period set forth in Sec. 1.53(g), and have 
any required English-language translation filed therein within the 
time period set forth in Sec. 1.52(d). 

Section 1.97(b) is amended to indicate that an information 
disclosure statement will also be considered if it is filed before the 
mailing of a first Office action after the filing of a request for 
continued examination under Sec. 1.114. 

Section 1.104(c)(4) is revised to replace “35 U.S.C. 102(f) or 
(g)” with “35 U.S.C. 102(e), (f) or (g)” for consistency with 35 
U.S.C. 103(c) as amended by Sec. 4807 of the “American 
Inventors Protection Act of 1999.” 

Section 1.113 is amended to take into account that an applicant's 
after final reply options include filing a request for continued 
examination under Sec. 1.114. Section 1.113 is also amended to 
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locate the last two sentences of paragraph (a) in a new paragraph 
(c). 

Section 1.114 is added to implement Sec. 4403 of the “Ameri- 
can Inventors Protection Act of 1999.” The Office is providing a 
procedure under which an applicant may obtain continued exami- 
nation of an application by filing a submission and paying a 
specified fee, even if the application is under a final rejection, 
appeal, or a notice of allowance. If a subsequent rejection or action 
is made final (or if the application is subsequently allowed), the 
applicant may again obtain continued examination of an applica- 
tion (consideration of a submission) upon the filing of a submis- 
sion and an additional payment of the specified fee prior to 
abandonment of the application. This procedure will not be 
available for: (1) a provisional application (which is not examined 
under 35 U.S.C. chapter 12); (2) an application for a utility or plant 
patent filed under 35 U.S.C. 111(a) before June 8, 1995; (3) an 
international application filed under 35 U.S.C. 363 before June 8, 
1995; (4) an application for a design patent; or (5) a patent under 
reexamination. 

Under this procedure, the filing of a request for continued 
examination after the filing of a Notice of Appeal to the Board of 
Patent Appeals and Interferences, but prior to a decision on the 
appeal, will be considered a request to withdraw the appeal and to 
reopen prosecution of the application before the examiner. The 
filing of a request for continued examination (accompanied by the 
fee and a submission) after a decision by the Board of Patent 
Appeals and Interferences, but before the filing of a Notice of 
Appeal to the Court of Appeals for the Federal Circuit (Federal 
Circuit) or the commencement of a civil action, will also result in 
the finality of the rejection or action being withdrawn and the 
submission being considered. 

In addition to the res judicata effect of a Board of Patent Appeals 
and Interferences decision in an application (see MPEP 
706.03(w)), a Board of Patent Appeals and Interferences decision 
in an application is the “law of the case,” and is thus controlling in 
that application and any subsequent related application. See MPEP 
1214.01 (where a new ground of rejection is entered by the Board 
of Patent Appeals and Interferences pursuant to Sec. 1.196(b), 
argument without either amendment of the claims so rejected or 
the submission of a showing of facts can only result in a final 
rejection of the claims, since the examiner is without authority to 
allow the claims unless amended or unless the rejection is 
overcome by a showing of facts not before the Board of Patent 
Appeals and Interferences). As such, a submission containing 
arguments without either amendment of the rejected claims or the 
submission of a showing of facts will not be effective to remove 
such rejection. 

The procedure set forth in Sec. 1.114 will not be available in an 
application after the filing of a Notice of Appeal to the Federal 
Circuit or the commencement of a civil action, unless the appeal or 
civil action is terminated and the application is still pending. 
Unless an application contains allowed claims (or the court’s 
mandate clearly indicates that further action is to be taken in the 
Office), the termination of an unsuccessful court appeal or civil 
action results in the abandonment of the application. See MPEP 
1216.01. 

If the application is under final rejection, the fee acts only to 
withdraw the finality of an Office action. If reply to a final or non- 
final Office action is outstanding, a submission meeting the reply 
requirements of Sec. 1.111 must be timely received to continue 
prosecution of an application. Put simply, the mere payment of the 
fee for continued examination will not operate to toll the running 
of any time period set in the previous Office action for reply to 
avoid abandonment of the application. Likewise, payment of the 
fee (and a submission) in an allowed application without a petition 
under Sec. 1.313 to withdraw the application from issue will not 
operate to toll the period for payment of the issue fee (if running) 
or avoid issuance of the application as a patent (if the issue fee has 
been paid). 

To avoid confusion as to whether an applicant desires to amend 
the application prior to receiving continued examination of the 
application, an appeal brief under Sec. 1.192 or a reply brief under 
Sec. 1.193(b), or related submissions, are expressly excluded as a 
submission for the purposes of Sec. 1.114. The submission, 
however, may consist of the arguments in a previously filed appeal 
brief or reply brief submitted as a reply to the final rejection, or 
may simply consist of a submission that incorporates by reference 
the arguments in a previously filed appeal brief or reply brief. 
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35 U.S.C. 132 provides that “[nJo amendment shall introduce 
new matter into the disclosure of the invention.” Any amendment 
entered pursuant to Sec. 1.114 that is determined to contain new 
matter will be treated in the same manner that a reply under Sec. 
1.111 determined to contain new matter is currently treated. In 
those instances in which an applicant seeks to add new matter to 
the disclosure of an application, the procedure in Sec. 1.114 is not 
available, and the applicant must file a continuation-in-part appli- 
cation under Sec. 1.53(b) containing such new matter. In addition, 
as 35 U.S.C. 132(b) and Sec. 1.114 provide continued examination 
of an application (and not examination of a continuing applica- 
tion), the Office will not permit an applicant to obtain continued 
examination on the basis of claims that are independent and 
distinct from the claims previously claimed and examined (see 
Sec. 1.145). 

The request for continued examination procedure in Sec. 1.114 
should not be confused with the transitional procedure for the 
further limited examination of patent applications set forth in Sec. 
1.129(a) (see Changes to Implement 20-Year Patent Term and 
Provisional Applications, Final Rule Notice, 60 FR 20195 (April 
25, 1995), 1174 Off. Gaz. Pat. Office 15 (May 2, 1995)) or the 
continued prosecution application (CPA) procedure set forth in 
Sec. 1.53(d) (see Changes to Patent Practice and Procedure; Final 
Rule Notice, 62 FR 53131 (October 10, 1997), 1203 Off. Gaz. Pat. 
Office 63 (October 21, 1997)). 

Comparison of the request for continued examination procedure 
in Sec. 1.114 with the transitional procedure for the further limited 
examination of patent application set forth in Sec. 1.129(a): The 
procedure set forth in this notice does not apply to any application 
that was filed prior to June 8, 1995. The transitional procedure set 
forth in Sec. 1.129(a) applies only to applications, other than for 
reissue or design patent, that have been pending for at least two 
years as of June 8, 1995, taking into account any references in such 
applications to any earlier filed application under 35 U.S.C. 120, 
121, or 365(c), and is not applicable to any application filed after 
June 8, 1995. Therefore, an application eligible for the transitional 
procedure set forth in Sec. 1.129(a) (unless filed on June 8, 1995), 
or any application filed before June 8, 1995, is not eligible for the 
procedure for continued examination set forth in this notice. 

In addition, an applicant in an application eligible for the 
procedure for continued examination set forth in this notice is not 
limited in the number of times the fee for continued examination 
may be submitted. An applicant in an application eligible for the 
transitional procedure set forth in Sec. 1.129(a), however, is 
limited to two opportunities to pay the fee for further examination 
of the application. 

Moreover, under the transitional procedure set forth in Sec. 
1.129(a), a submission after final rejection or action will be 
considered if the submission and the requisite fee are filed prior to 
abandonment of the application and prior to the filing of an appeal 
brief. Under the request for continued examination procedure set 
forth in this notice, a submission will be considered if the 
submission and the requisite fee is filed prior to abandonment of 
the application. That is, under the request for continued examina- 
tion procedure, a submission (and requisite fee) need not be filed 
prior to the filing of an appeal brief. In addition, under the request 
for continued examination procedure, a submission will be con- 
sidered in an allowed application if the submission and the 
requisite fee are filed prior to payment of the issue fee (or later if 
a petition under Sec. 1.313(c) to withdraw the application from 
issue is granted). 

Comparison of the request for continued examination procedure 
in Sec. 1.114 with the CPA procedure set forth in Sec. 1.53(d): 
Section 1.53(d) is amended to make CPA practice inapplicable to 
applications (other than for a design patent) filed under 35 U.S.C. 
111(a) on or after May 29, 2000, or resulting from international 
applications filed under 35 U.S.C. 363 on or after May 29, 2000. 
CPA practice was adopted to permit applicants to obtain continued 
examination of an application (for a fee) via the filing of a 
continuing application. 35 U.S.C. 132(b), however, provides 
statutory authority for the Office to prescribe regulations to permit 
applicants to obtain continued examination of an application (for a 
fee) without the need for a continuing application. The Office is not 
completely abolishing CPA practice in favor of the request for 
continued examination practice in Sec. 1.114 because the request 
for continued examination practice in Sec. 1.114 is not applicable 
to applications filed before June 8, 1995 (or design applications), 
and the patent term adjustment provisions of Public Law 106-113 
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do not apply to applications filed before May 29, 2000. The Office, 
however, is restricting CPA practice to utility and plant applica- 
tions filed before May 29, 2000, and design applications because 
maintaining two practices (as to applications eligible for the 
continued examination procedure of Sec. 1.114) designed for the 
same purpose (obtaining continued examination of an application) 
is unnecessary and will result in confusion. 

Since the request for continued examination practice in Sec. 
1.114 is applicable to utility and plant applications filed on or after 
June 8, 1995, and continued prosecution application (CPA) prac- 
tice in Sec. 1.53(d) is applicable to utility and plant applications 
filed before May 29, 2000 (and design applications), an applicant 
in a utility or plant application filed on or after June 8, 1995, but 
before May 29, 2000, may obtain further examination either by 
filing a request for continued examination under Sec. 1.114 or by 
filing a CPA under Sec. 1.53(d). Since the patent term adjustment 
provisions of Public Law 106-113 do not apply to applications 
filed before May 29, 2000, and a request for continued examina- 
tion practice under Sec. 1.114 (unlike a CPA under Sec. 1.53(d)) is 
not the filing of a new application, whether further examination of 
such an application is sought by a request for continued examina- 
tion under Sec. 1.114 or a CPA under Sec. 1.53(d) has an impact 
on whether any resulting patent is entitled to the patent term 
adjustment provisions of Public Law 106-113. Specifically, if an 
applicant in a utility or plant application filed before May 29, 2000 
files a CPA under Sec. 1.53(d) after May 29, 2000, the application 
being prosecuted (now a CPA) is an application filed on or after 
May 29, 2000 and is entitled to the patent term adjustment 
provisions of Public Law 106-113. If, however, an applicant in a 
utility or plant application filed before May 29, 2000 (but on or 
after June 8, 1995) files a request for continued examination under 
Sec. 1.114, the application being prosecuted is not an application 
filed on or after May 29, 2000, and is not entitled to the patent term 
adjustment provisions of Public Law 106-113. 

In addition, there are a number of additional differences between 
request for continued examination procedure set forth in this 
notice with the CPA procedure set forth in Sec. 1.53(d) resulting 
from the fact that a CPA is the filing of a new application whereas 
continued examination under Sec. 1.114 merely continues the 
examination of the same application: (1) the fee for continued 
examination under Sec. 1.114 (Sec. 1.17(e)) does not include 
additional claims fees (cf. 1.53(d)(3)(ii)); (2) the fee for continued 
examination under Sec. 1.114 may not be deferred (cf. Sec. 
1.53(f)); (3) a request for continued examination under Sec. 1.114 
is entitled to the benefit of a certificate of mailing under Sec. 1.8 
(cf. 1.8(a)(2)(i)(A)); (4) an applicant may not obtain examination 
of a different or non-elected invention (e.g., a divisional) in a 
request for continued examination under Sec. 1.114; and (5) any 
change of inventors must be via the procedure set forth in Sec. 
1.48 (cf. 1.53(d)(4)). 

Discussion of the specific provisions of new Sec. 1.114: Section 
1.114 is added to provide for continued examination of an 
application under 35 U.S.C. 132(b). 


Section 1.114(a) provides that an applicant may obtain contin- 
ued examination of an application by filing a submission and the 
fee set forth in Sec. 1.17(e) prior to the earliest of: (1) payment of 
the issue fee, unless a petition under Sec. 1.313 is granted; (2) 
abandonment of the application; or (3) the filing of a notice of 
appeal to the U.S. Court of Appeals for the Federal Circuit under 
35 U.S.C. 141, or the commencement of a civil action under 35 
U.S.C. 145 or 146, unless the appeal or civil action is terminated. 
The action immediately subsequent to the filing of a submission 
and fee under Sec. 1.114 may be made final only if the conditions 
set forth in MPEP 706.07(b) for making a first action final in a 
continuing application are met. 


Section 1.114(b) provides that a submission as used in Sec. 
1.114 includes, but is not limited to, an information disclosure 
statement, an amendment to the written description, claims, or 
drawings, new arguments, or new evidence in support of patent- 
ability. This definition in Sec. 1.114 for “submission” is taken from 
Sec. 1.129(a). Section 1.114(b) also provides that if reply to a final 
or non-final Office action under 35 U.S.C. 132 is outstanding, the 
submission must meet the reply requirements of Sec. 1.111. This 
will permit applicants to file a submission under Sec. 1.114 
containing only an information disclosure statement (Secs. 1.97 
and 1.98) in an application subject to a notice of allowance under 
35 U.S.C. 151. 
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Section 1.114(c) provides that if an applicant timely files the fee 
set forth in Sec. 1.17(e) and a submission, the Office will withdraw 
the finality of any Office action to which a reply is outstanding and 
the submission will be entered and considered. The phrase 
“withdraw the finality of any Office action” includes the with- 
drawal of the finality of a final rejection, as well as the closing of 
prosecution by an Office action under Ex parte Quayle, 1935 
Comm’r Dec. 11 (1935), or notice of allowance under 35 U.S.C. 
151 (or notice of allowability). Section 1.114(c) also provides that 
if an applicant files a request for continued examination under Sec. 
1.114 after appeal, but prior to a decision on the appeal, it will be 
treated as a request to withdraw the appeal and to reopen 
prosecution of the application before the examiner. Thus, the filing 
of a request for continued examination under Sec. 1.114 in an 
application containing an appeal awaiting decision after appeal 
will be treated as a withdrawal of the appeal by the applicant, 
regardless of whether the request for continued examination under 
Sec. 1.114 includes the appropriate fee (Sec. 1.17(e)) or a 
submission (Sec. 1.114(b)). Applicants should advise the Board of 
Patent Appeals and Interferences when a request for continued 
examination under Sec. 1.114 is filed in an application containing 
an appeal awaiting decision. Otherwise, the Board of Patent 
Appeals and Interferences may refuse to vacate a decision ren- 
dered after the filing (but before recognition by the Office) of a 
request for continued examination under Sec. 1.114. Section 
1.114(c) also provides that an appeal brief or a reply brief (or 
related papers) will not be considered submission under Sec. 1.114 
(discussed above). 


Section 1.114(d) provides that an applicant cannot request 
continued examination of an application until after the Office acts 
on the application by mailing at least one of an Office action under 
35 U.S.C. 132 or a notice of allowance under 35 U.S.C. 151. 
Section 1.114(d) also provides that the request for continued 
examination provisions of Sec. 1.114 do not apply to: (1) a 
provisional application; (2) an application for a utility or plant 
patent filed under 35 U.S.C. 111(a) before June 8, 1995; (3) an 
international application filed under 35 U.S.C. 363 before June 8, 
1995; (4) an application for a design patent; or (5) a patent under 
reexamination. 


Section 1.116 is amended to add a paragraph (a) that takes into 
account that an applicant’s after final amendment options include 
filing a request for continued examination under Sec. 1.114, and to 
redesignate existing paragraphs (a), (b), and (c) as paragraphs (b), 
(c), and (d), respectively. 


Section 1.198 is amended to take into account that an applica- 
tion in which an appeal has been decided by the Board of Patent 
Appeals and Interferences may also be reopened under the request 
for continued examination provisions of Sec. 1.114. 


Section 1.312 is amended based upon previously proposed 
changes to that section. See Changes to Implement the Patent 
Business Goals, Notice of Proposed Rulemaking, 64 FR 53772, 
53810, 53838 (October 4, 1999), 1228 Off. Gaz. Pat. Office 15, 49, 
76 (November 2, 1999). These changes are being adopted in this 
interim rule because of the overlap between the continued exami- 
nation provisions of new Sec. 1.114 and the withdrawal from issue 
provisions of Sec. 1.313 (which in turn overlaps with the provi- 
sions of Sec. 1.312). 


The Office proposed changing Sec. 1.312 to provide that any 
amendment filed after the date the issue fee is paid must be 
accompanied by: (1) A petition under Sec. 1.313(c)(1) to withdraw 
the application from issue; (2) an unequivocal statement that one 
or more claims are unpatentable; and (3) an explanation as to how 
the amendment is necessary to render such claim or claims 
patentable. The Office is adopting this change to Sec. 1.312 by 
clarifying that an amendment under Sec. 1.312 (after allowance) 
must be filed prior to or with payment of the issue fee, and 
eliminating Sec. 1.312(b) (since the provisions of proposed Sec. 
1.312(b) are duplicative of the provisions of proposed and adopted 
Sec. 1.313(c)(1)). 

Section 1.313 is amended to provide that an application may 
also be withdrawn from issue after payment of the issue fee on 
petition by the applicant for consideration of a submission pursu- 
ant to Sec. 1.114. Section 1.313, as amended, also adopts previ- 
ously proposed changes to that section. See Changes to Implement 
the Patent Business Goals, 64 FR at 53810-11, 53838-39, 1228 
Off. Gaz. Pat. Office at 49-50, 76-77. 








1243 TMOG 386 
(125) 


Of the comments submitted in response to that notice of 
proposed rulemaking, three comments addressed the proposed 
changes to Secs. 1.312 and 1.313. 


Comment (1): One comment addressing the proposed change to 
Sec. 1.313 favored the proposed change to Sec. 1.313, but 
suggested that Sec. 1.313(c) and Sec. 1.53(d) be amended to 
clarify that an application may be withdrawn from issue after 
payment of the issue fee for express abandonment in favor of a 
continued prosecution application (CPA) under Sec. 1.53(d). The 
comment also suggested that the Office provide a notice of rule 
change to accompany the notice of allowance for some time after 
adoption of the change to provide further notice to the public of the 
rule change. 


Response: Section 1.53(d)(1)(ii)(A) as amended provides that a 
CPA under Sec. 1.53(d) must be filed prior to payment of the issue 
fee on the prior application unless a petition under Sec. 1.313(c) is 
granted in the prior application. Since a CPA under Sec. 1.53(d) is 
a continuing application, there is no need to amend Sec. 1.313(c) 
to specifically refer to a CPA. Specifically referring to a CPA under 
Sec. 1.53(d) in Sec. 1.313(c) may result in confusion because: (1) 
An application may be withdrawn from issue after payment of the 
issue fee for express abandonment (without the filing of any type 
of continuing application); (2) an application may also be with- 
drawn from issue after payment of the issue fee for express 
abandonment in favor of a continuing application under Sec. 
1.53(b); and (3) an application may be withdrawn from issue after 
payment of the issue fee for continued examination under Sec. 
1.114 (if eligible for that practice). The suggestion concerning the 
notice of rule change will be taken into account in preparing 
training materials related to the implementation of the rule changes 
related to the Patent Business Goals and the “American Inventors 
Protection Act of 1999.” 


Comment (2): Two comments addressing the proposed change 
to Sec. 1.313 suggested that the conditions under which an 
applicant could withdraw an application from issue after payment 


of the issue fee was too limited, and that Sec. 1.313 should not 
preclude a request to withdraw an application from issue when 
reasonably efficient processing could prevent the patent from 
issuing without having some important matter considered. 


Response: The Office must limit withdrawal from issue after 
payment of the issue fee (at applicant’s initiative) to those 
conditions specified in Sec. 1.313(c) due to changes to the patent 
printing process, which will dramatically reduce the period be- 
tween the date of issue fee payment and the date a patent is issued. 
An applicant who must have an important matter considered by the 
Office before a patent is issued must file a petition under Sec. 
1.313(c) to withdraw the application from issue to have such 
matter considered during continued examination under Sec. 1.114 
(if eligible) or in a continuing application, unless the applicant can 
meet the conditions specified in Sec. 1.313(c)(1). 


The Office cannot ensure that any petition under Sec. 1.313(c) 
will be acted upon prior to the date of patent grant. See Filing of 
Continuing Applications, Amendments, or Petitions after Payment 
of Issue Fee, Notice, 1221 Off. Gaz. Pat. Office 14 (April 6, 1999). 
Since a request for continued examination under Sec. 1.114 (unlike 
a CPA under Sec. 1.53(d)) is not any type of new application filing, 
the Office cannot grant a petition to convert an untimely request for 
continued examination under Sec. 1.114 to a continuing applica- 
tion under Sec. 1.53(b). Therefore, applicants are strongly cau- 
tioned to file any desired request for continued examination under 
Sec. 1.114 prior to payment of the issue fee. In addition, applicants 
considering filing a request for continued examination under Sec. 
1.114 after payment of the issue fee are strongly cautioned to call 
the Office of Petitions to determine whether sufficient time remains 
before the patent issue date to consider (and grant) a petition under 
Sec. 1.313(c) and what steps are needed to ensure that a grantable 
petition under Sec. 1.313(c) is before an appropriate official in the 
Office of Petitions in sufficient time to grant the petition before the 
patent is issued. Finally, applicants filing a request for continued 
examination under Sec. 1.114 after allowance but prior to payment 
of the issue fee are cautioned against subsequently paying the issue 
fee because doing so may result in the prompt issuance of a patent. 
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Classification 
Administrative Procedure Act 


The changes in this interim rule concern only the manner by 
which an applicant obtains continued examination of a nonprovi- 
sional application, requests conversion of a provisional application 
into a nonprovisional application, or claims the benefit of a 
provisional application, as provided for in Secs. 4403 and 4801 of 
the “American Inventors Protection Act of 1999” (Title IV of S. 
1948, incorporated into Pub. L. 106-113). Therefore, prior notice 
and an opportunity for public comment are not required pursuant 
to 5 U.S.C. 553(b)(A), or any other law. 


Regulatory Flexibility Act 


As prior notice and an opportunity for public comment are not 
required pursuant to 5 U.S.C. 553 (or any other law), the analytical 
requirements of the Regulatory Flexibility Act (5 U.S.C. 601 et 
seq.) are inapplicable. 


Executive Order 13132 


This interim rule does not contain policies with federalism 
implications sufficient to warrant preparation of a Federalism 
Assessment under Executive Order 13132 (August 4, 1999). 


Executive Order 12866 


This interim rule has been determined to be not significant for 
purposes of Executive Order 12866 (September 30, 1993). 


Paperwork Reduction Act 


This interim rule involves information collection requirements 
which are subject to review by the Office of Management and 
Budget (OMB) under the Paperwork Reduction Act of 1995 (44 
U.S.C. 3501 et seq.). The collections of information involved in 
this interim rule have been reviewed and previously approved by 
OMB under the following control numbers: 0651-0031, 0651- 
0032, and 0651-0033. The United States Patent and Trademark 
Office is not resubmitting information collection packages to OMB 
for its review and approval because the changes in this interim rule 
do not affect the information collection requirements associated 
with the information collections under these OMB control num- 
bers. 

The title, description and respondent description of each of the 
information collections are shown below with an estimate of each 
of the annual reporting burdens. Included in each estimate is the 
time for reviewing instructions, gathering and maintaining the data 
needed, and completing and reviewing the collection of informa- 
tion. The principal impact of the changes in this interim rule is to 
implement the changes to Office practice necessitated by sections 
4403, 4801, and 4807 of the “American Inventors Protection Act 
of 1999.” 

OMB Number: 0651-0031. 

Title: Patent Processing (Updating). 

Form Numbers: PTO/SB/08/2 1-27/3 1/42/43/61/62/63/64/67/68/ 
91/92/96/ 97. 

Type of Review: Approved through October of 2002. 

Affected Public: Individuals or Households, Business or Other 
For- Profit Institutions, Not-for-Profit Institutions and Federal 
Government. 

Estimated Number of Respondents: 2,040,630. 

Estimated Time Per Response: 0.39 hours. 

Estimated Total Annual Burden Hours: 788,421 hours. 

Needs and Uses: During the processing for an application for a 
patent, the applicant/agent may be required or desire to submit 
additional information to the United States Patent and Trademark 
Office concerning the examination of a specific application. 

The specific information required or which may be submitted 
includes: Information Disclosure Statements; Terminal Disclaim- 
ers; Petitions to Revive: Express Abandonments; Appeal Notices; 
Petitions for Access; Powers to Inspect: Certificates of Mailing or 
Transmission; Statements under Sec. 3.73(b); Amendments, Peti- 
tions and their Transmittal Letters; and Deposit Account Order 
Forms. 

OMB Number: 0651-0032. 





Fesruary 20, 2001 


Title: Initial Patent Application. 

Form Number: PTO/SB/01-07/13PCT/17-19/29/101-110. 

Type of Review: Approved through October of 2002. 

Affected Public: Individuals or Households, Business or Other 
For- Profit, Not-for-Profit Institutions and Federal Government. 

Estimated Number of Respondents: 344,100. 

Estimated Time Per Response: 8.7 hours. 

Estimated Total Annual Burden Hours: 2,994,160 hours. 

Needs and Uses: The purpose of this information collection is to 
permit the United States Patent and Trademark Office to determine 
whether an application meets the criteria set forth in the patent 
statute and regulations. The standard Fee Transmittal form, New 
Utility Patent Application Transmittal form, New Design Patent 
Application Transmittal form, New Plant Patent Application 
Transmittal form, Declaration, and Plant Patent Application Dec- 
laration will assist applicants in complying with the requirements 
of the patent statute and regulations, and will further assist the 
United States Patent and Trademark Office in processing and 
examination of the application. 

OMB Number: 0651-0033. 

Title: Post Allowance and Refiling. 

Form Numbers: PTO/SB/13/14/44/50-57; PTOL-85b. 

Type of Review: Approved through September of 2000. 

Affected Public: Individuals or Households, Business or Other 
For- Profit, Not-for-Profit Institutions and Federal Government. 

Estimated Number of Respondents: 135,250. 

Estimated Time Per Response: 0.325 hour. 

Estimated Total Annual Burden Hours: 43,893 hours. 

Needs and Uses: This collection of information is required to 
administer the patent laws pursuant to title 35, U.S.C., concerning 
the issuance of patents and related actions including correcting 
errors in printed patents, refiling of patent applications, requesting 
reexamination of a patent, and requesting a reissue patent to 
correct an error in a patent. The affected public includes any 
individual or institution whose application for a patent has been 
allowed or who takes action as covered by the applicable rules. 

Comments are invited on: (1) Whether the collection of infor- 
mation is necessary for proper performance of the functions of the 
agency; (2) the accuracy of the agency’s estimate of the burden; 
(3) ways to enhance the quality, utility, and clarity of the 
information to be collected; and (4) ways to minimize the burden 
of the collection of information to respondents. 

Interested persons are requested to send comments regarding 
these information collections, including suggestions for reducing 
this burden, to Robert J. Spar, Director, Special Program Law 
Office, United States Patent and Trademark Office, Washington, 
D.C. 20231, or to the Office of Information and Regulatory Affairs, 
OMB, 725 17th Street, N.W., Washington, D.C. 20503, (Attn: PTO 
Desk Officer). 

Notwithstanding any other provision of law, no person is 
required to respond to nor shall a person be subject to a penalty for 
failure to comply with a collection of information subject to the 
requirements of the Paperwork Reduction Act unless that collec- 
tion of information displays a currently valid OMB control 
number. 


List of Subjects in 37 CFR Part | 


Administrative practice and procedure, Courts, Freedom of 
information, Inventions and patents, Reporting and recordkeeping 
requirements, Small businesses. 


For the reasons set forth in the preamble, 37 CFR Part | is 
amended as follows: 


PART 1--RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part | is revised to read as 
follows: 


Authority: 35 U.S.C. 2(b)(2), unless otherwise noted. 
2. Section 1.7 is revised to read as follows: 


Sec. 1.7 Times for taking action; Expiration on Saturday, 
Sunday or Federal holiday. 
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(a) Whenever periods of time are specified in this part in days, 
calendar days are intended. When the day, or the last day fixed by 
statute or by or under this part for taking any action or paying any 
fee in the United States Patent and Trademark Office falls on 
Saturday, Sunday, or on a Federal holiday within the District of 
Columbia, the action may be taken, or the fee paid, on the next 
succeeding business day which is not a Saturday, Sunday, or a 
Federal holiday. See Sec. 1.304 for time for appeal or for 
commencing civil action. 

(b) If the day that is twelve months after the filing date of a 
provisional application under 35 U.S.C. 111(b) and Sec. 1.53(c) 
falls on Saturday, Sunday, or on a Federal holiday within the 
District of Columbia, the period of pendency shall be extended to 
the next succeeding secular or business day which is not a 
Saturday, Sunday, or a Federal holiday. 


3. Section 1.17 is amended by adding paragraph (e) and revising 
paragraph (i) to read as follows: 


Sec. 1.17 Patent application processing fees. 


eA 


(e) To request continued examination pursuant to Sec. 1.114: 
By a small entity 345.00 
By other than a small entity 690.00 


KKK 


(i) For filing a petition to the Commissioner under one of the 
following sections which refers to this paragraph 130.00 

Sec. 1.12--for access to an assignment record. 

Sec. 1.14--for access to an application. 

Sec. 1.41--to supply the name or names of the inventor or 
inventors after the filing date without an oath or declaration as 
prescribed by Sec. 1.63, except in provisional applications. 

Sec. 1.47--for filing by other than all the inventors or a person 
not the inventor. 

Sec. 1.48--for correction of inventorship, except in provisional 
applications. 

Sec. 1.53--to accord a filing date, except in provisional appli- 
cations. 

Sec. 1.53(c)--to convert a provisional application filed under 
Sec. 1.53(c) to a nonprovisional application under Sec. 1.53(b). 

Sec. 1.55--for entry of late priority papers. 

Sec. 1.59--for expungement and return of information. 

Sec. 1.84--for accepting color drawings or photographs. 

Sec. 1.91--for entry of a model or exhibit. 

Sec. 1.97(d)--to consider an information disclosure statement. 

Sec. 1.102--to make an application special. 

Sec. 1.103--to suspend action in application. 

Sec. 1.177--for divisional reissues to issue separately. 

Sec. 1.313--to withdraw an application from issue. 

Sec. 1.314--to defer issuance of a patent. 

Sec. 1.666(b)--for access to an interference settlement agree- 
ment. 

Sec. 3.81--for a patent to issue to assignee, assignment submit- 
ted after payment of the issue fee. 

KEKE 


4. Section 1.53 is amended by redesignating paragraph (c)(3) as 
paragraph (c)(4), adding a new paragraph (c)(3), and revising 
paragraph (d)(1) to read as follows: 


Sec. 1.53 Application number, filing date, and completion of 
application. 


eRKKK 

(c) ** * 

(3) A provisional application filed under paragraph (c) of this 
section may be converted to a nonprovisional application filed 
under paragraph (b) of this section and accorded the original filing 
date of the provisional application. The conversion of a provisional 
application to a nonprovisional application will not result in either 
the refund of any fee properly paid in the provisional application 
or the application of any such fee to the filing fee, or any other fee, 
for the nonprovisional application. A request to convert a provi- 
sional application to a nonprovisional application must be accom- 
panied by the fee set forth in Sec. 1.17(i) and an amendment 
including at least one claim as prescribed by the second paragraph 
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of 35 U.S.C. 112, unless the provisional application under para- 
graph (c) of this section otherwise contains at least one claim as 
prescribed by the second paragraph of 35 U.S.C. 112. A request to 
convert a provisional application to a nonprovisional application 
must also be filed prior to the earliest of: 

(i) Abandonment of the provisional application filed under 
paragraph (c) of this section; or 

(ii) Expiration of twelve months after the filing date of the 
provisional application filed under paragraph (c) of this section. 
KEKE 

(d) ** * 

(1) A continuation or divisional application (but not a continu- 
ation-in-part) of a prior nonprovisional application may be filed as 
a continued prosecution application under this paragraph, provided 
that: 

(i) The prior nonprovisional application is: 

(A) A utility or plant application that was filed under 35 U.S.C. 
111(a) before May 29, 2000, and is complete as defined by Sec. 
1.51(b); 

(B) A design application that is complete as defined by Sec. 
1.51(b); or 

(C) The national stage of an international application that was 
filed under 35 U.S.C. 363 before May 29, 2000, and is in 
compliance with 35 U.S.C. 371; and 

(ii) The application under this paragraph is filed before the 
earliest of: 

(A) Payment of the issue fee on the prior application, unless a 
petition under Sec. 1.313(c) is granted in the prior application; 

(B) Abandonment of the prior application; or 

(C) Termination of proceedings on the prior application. 
HREKK 

Section 1.78 is amended by revising paragraph (a)(3) to read as 
follows: 


Sec. 1.78 Claiming benefit of earlier filing date and cross- 
references to other applications. 


(a) * * * 
(3) A nonprovisional application other than for a design patent 


may claim an invention disclosed in one or more prior filed 
provisional applications. In order for a nonprovisional application 
to claim the benefit of one or more prior filed provisional 
applications, each prior provisional application must name as an 
inventor at least one inventor named in the later filed nonprovi- 
sional application and disclose the named inventor’s invention 
claimed in at least one claim of the later filed nonprovisional 
application in the manner provided by the first paragraph of 35 
U.S.C. 112. In addition, each prior provisional application must be 
entitled to a filing date as set forth in Sec. 1.53(c), have any 
required English-language translation filed therein within the time 
period set forth in Sec. 1.52(d), and have paid therein the basic 
filing fee set forth in Sec. 1.16(k) within the time period set forth 
in Sec. 1.53(g). 


ERKK 


5. Section 1.97 is amended by revising paragraph (b) to read as 
follows: 


Sec. 1.97 Filing of information disclosure statement. 


KEKKE 


(b) An information disclosure statement shall be considered by 
the Office if filed by the applicant within any one of the following 
time periods: 

(1) Within three months of the filing date of a national 
application; 

(2) Within three months of the date of entry of the national stage 
as set forth in Sec. 1.491 in an international application; 

(3) Before the mailing of a first Office action on the merits; or 

(4) Before the mailing of a first Office action after the filing of 


a request for continued examination under Sec. 1.114. 
¥XEKK 


6. Section 1.104 is amended by revising paragraph (c)(4) to read 
as follows: 
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Sec. 1.104 Nature of examination. 


KKK K 
ge ** 


(4) Subject matter which is developed by another person which 
qualifies as prior art only under 35 U.S.C. 102(e), (f) or (g) may be 
used as prior art under 35 U.S.C. 103 against a claimed invention 
unless the entire rights to the subject matter and the claimed 
invention were commonly owned by the same person or organi- 
zation or subject to an obligation of assignment to the same person 
or organization at the time the claimed invention was made. 


KKK 


7. Section 1.113 is revised to read as follows: 
Sec. 1.113 Final rejection or action. 


(a) On the second or any subsequent examination or consider- 
ation by the examiner the rejection or other action may be made 
final, whereuponapplicant’s or patent owner’s reply is limited to 
appeal in the case of rejection of any claim (Sec. 1.191), or to 
amendment as specified in Sec. 1.114 or Sec. 1.116. Petition may 
be taken to the Commissioner in the case of objections or 
requirements not involved in the rejection of any claim (Sec. 
1.181). Reply to a final rejection or action must comply with Sec. 
1.114 or paragraph (c) of this section. 

(b) In making such final rejection, the examiner shall repeat or 
state all grounds of rejection then considered applicable to the 
claims in the application, clearly stating the reasons in support 
thereof. 

(c) Reply to a final rejection or action must include cancellation 
of, or appeal from the rejection of, each rejected claim. If any 
claim stands allowed, the reply to a final rejection or action must 
comply with any requirements or objections as to form. 


8. Section 1.114 is added immediately following Sec. 1.113 to 
read as follows: 


Sec. 1.114 Request for continued examination. 


(a) An applicant may request continued examination of the 
application by filing a submission and the fee set forth in Sec. 
1.17(e) prior to the earliest of: 

(1) Payment of the issue fee, unless a petition under Sec. 1.313 
is granted; 

(2) Abandonment of the application; or 

(3) The filing of a notice of appeal to the U.S. Court of Appeals 
for the Federal Circuit under 35 U.S.C. 141, or the commencement 
of a civil action under 35 U.S.C. 145 or 146, unless the appeal or 
civil action is terminated. 

(b) A submission as used in this section includes, but is not 
limited to, an information disclosure statement, an amendment to 
the written description, claims, or drawings, new arguments, or 
new evidence in support of patentability. If reply to an Office 
action under 35 U.S.C. 132 is outstanding, the submission must 
meet the reply requirements of Sec. 1.111. 

(c) If an applicant timely files a submission and fee set forth in 
Sec. 1.17(e), the Office will withdraw the finality of any Office 
action and the submission will be entered and considered. If an 
applicant files a request for continued examination under this 
section after appeal, but prior to a decision on the appeal, it will be 
treated as a request to withdraw the appeal and to reopen 
prosecution of the application before the examiner. An appeal brief 
under Sec. 1.192 or a reply brief under Sec. 1.193(b), or related 
papers, will not be considered a submission under this section. 

(d) The provisions of this section do not apply in any application 
in which the Office has not mailed at least one of an Office action 
under 35 U.S.C. 132 or a notice of allowance under 35 U.S.C. 151. 
The provisions of this section also do not apply to: 

(1) A provisional application; 

(2) An application for a utility or plant patent filed under 35 
U.S.C. 111(a) before June 8, 1995; 

(3) An international application filed under 35 U.S.C. 363 before 
June 8, 1995; 
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(4) An application for a design patent; or 
(5) A patent under reexamination. 


9. Section 1.116 is revised to read as follows: 
Sec. 1.116 Amendments after final action or appeal. 


(a) An amendment after final action or appeal must comply with 
Sec. 1.114 or this section. 

(b) After a final rejection or other final action (Sec. 1.113), 
amendments may be made canceling claims or complying with 
any requirement of form expressly set forth in a previous Office 
action. Amendments presenting rejected claims in better form for 
consideration on appeal may be admitted. The admission of, or 
refusal to admit, any amendment after final rejection, and any 
related proceedings, will not operate to relieve the application or 
patent under reexamination from its condition as subject to appeal 
or to save the application from abandonment under Sec. 1.135. 

(c) If amendments touching the merits of the application or 
patent under reexamination are presented after final rejection, or 
after appeal has been taken, or when such amendment might not 
otherwise be proper, they may be admitted upon a showing of good 
and sufficient reasons why they are necessary and were not earlier 
presented. 

(d) No amendment can be made as a matter of right in appealed 
cases. After decision on appeal, amendments can only be made as 
provided in Sec. 1.198, or to carry into effect a recommendation 
under Sec. 1.196. 


10. Section 1.198 is revised to read as follows: 
Sec. 1.198 Reopening after decision. 


Cases which have been decided by the Board of Patent Appeals 
and Interferences will not be reopened or reconsidered by the 
primary examiner except under the provisions of Sec. 1.114 or Sec. 
1.196 without the written authority of the Commissioner, and then 
only for the consideration of matters not already adjudicated, 
sufficient cause being shown. 

11. Section 1.312 is revised to read as follows: 
Sec. 1.312 Amendments after allowance. 


No amendment may be made as a matter of right in an 
application after the mailing of the notice of allowance. Any 
amendment filed pursuant to this section must be filed before or 
with the payment of the issue fee, and may be entered on the 
recommendation of the primary examiner, approved by the Com- 
missioner, without withdrawing the application from issue. 


12. Section 1.313 is revised to read as follows: 
Sec. 1.313 Withdrawal from issue. 


(a) Applications may be withdrawn from issue for further action 
at the initiative of the Office or upon petition by the applicant. To 
request that the Office withdraw an application from issue, 
applicant must file a petition under this section including the fee 
set forth in Sec. 1.17(i) and a showing of good and sufficient 
reasons why withdrawal of the application is necessary. If the 
Office withdraws the application from issue, the Office will issue 
a new notice of allowance if the Office again allows the applica- 
tion. 

(b) Once the issue fee has been paid, the Office will not 
withdraw the application from issue at its own initiative for any 
reason except: 

(1) A mistake on the part of the Office; 

(2) A violation of Sec. 1.56 or illegality in the application; 

(3) Unpatentability of one or more claims; or 

(4) For interference. 

(c) Once the issue fee has been paid, the application will not be 
withdrawn from issue upon petition by the applicant for any reason 
except: 

(1) Unpatentability of one of more claims, which petition must 
be accompanied by an unequivocal statement that one or more 
claims are unpatentable, an amendment to such claim or claims, 
and an explanation as to how the amendment causes such claim or 
claims to be patentable; 
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(2) Consideration of a submission pursuant to Sec. 1.114; or 

(3) Express abandonment of the application. Such express 
abandonment may be in favor of a continuing application. 

(d) A petition under this section will not be effective to withdraw 
the application from issue unless it is actually received and granted 
by the appropriate officials before the date of issue. Withdrawal of 
an application from issue after payment of the issue fee may not be 
effective to avoid publication of application information. 

March 10, 2000 Q. Todd Dickinson 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


{1233 OG 47] 





DEPARTMENT OF COMMERCE 
Patent and Trademark Office 


0651-AB06 


Changes to Implement Patent Term Adjustment 
Under Twenty-Year Patent Term 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice of proposed rulemaking. 


SUMMARY: The United States Patent and Trademark Office 
(Office) is proposing changes to the rules of practice in patent 
cases to implement certain provisions of section 4402 of the 
” American Inventors Protection Act of 1999.’ These provisions of 
the “American Inventors Protection Act of 1999°’ provide patent 
term adjustment to compensate patentees for certain delays in the 
application examination process. 


DATES: Comment Deadline Date: To be ensured of consideration, 
written comments must be received on or before May 30, 2000. No 
public hearing will be held. 


ADDRESSES: Comments should be sent by electronic mail 
message over the Internet addressed to: 
patentterm.comments @uspto.gov. Comments may also be submit- 
ted by mail addressed to: Box Comments--Patents, Commissioner 
for Patents, Washington, D.C. 20231, or by facsimile to (703) 
872-9411 or (703) 308-6916, marked to the attention of Karin L. 
Tyson. Although comments may be submitted by mail or fac- 
simile, the Office prefers to receive comments via the Internet. If 
comments are submitted by mail, the Office would prefer that the 
comments be submitted on a DOS formatted 3 1/2 inch disk 
accompanied by a paper copy. The comments will be available for 
public inspection at the Special Program Law Office, Office of the 
Deputy Assistant Commissioner for Patent Policy and Projects, 
located at Room 3-C23 of Crystal Plaza 4, 2201 South Clark Place, 
Arlington, Virginia, and will be available through anonymous file 
transfer protocol (ftp) via the Internet (address: http://www.usp- 
to.gov). Since comments will be made available for public 
inspection, information that is not desired to be made public, such 
as an address or phone number, should not be included in the 
comments. 


FOR FURTHER INFORMATION CONTACT: Karin L. Tyson, 
Robert W. Bahr, or Robert A. Clarke by telephone at (703) 
305-1383, or by mail addressed to: Box Comments -- Patents, 
Commissioner for Patents, Washington, D.C. 20231, or by fac- 
simile to (703) 872-9411 or (703) 308-6916, marked to the 
attention of Karin L. Tyson. 


SUPPLEMENTARY INFORMATION: The “American Inventors 
Protection Act of 1999” (Title IV of the “Intellectual Property and 
Communications Omnibus Reform Act of 1999" (S. 1948) as 
introduced in the 106th Congress on November 17, 1999) was 
incorporated and enacted into law on November 29, 1999, by Sec. 
1000(a)(9), Division B, of Public Law 106- 113, 113 Stat. 1501 
(1999). The “American Inventors Protection Act of 1999°" con- 
tains a number of changes to title 35, United States Code. This 
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notice proposes changes to the rules of practice to implement the 
provisions of Secs. 4401 and 4402 of the “American Inventors 
Protection Act of 1999.’ These provisions are effective on the date 
that is six months after the date of enactment of the “American 
Inventors Protection Act of 1999°’ (May 29, 2000) and apply to 
applications, other than for a design patent, filed on or after the 
date that is six months after the date of enactment of the 
“American Inventors Protection Act of 1999°" (May 29, 2000). 

Section 532 of the Uruguay Round Agreements Act (Public Law 
103- 465, 108 Stat. 4809 (1994)) amended 35 U.S.C. 154 to 
provide that the term of patent protection begins on the date of 
patent grant and ends on the date twenty years from the filing date 
of the application, or the earliest filing date for which a benefit is 
claimed under 35 U.S.C. 120, 121, or 365(c). Public Law 103-465 
also contained provisions, codified at 35 U.S.C. 154(b), for patent 
term extension due to certain examination delays. 

Section 4402 of the “American Inventors Protection Act of 
1999”" amends 35 U.S.C. 154(b)(1) to provide day-by-day patent 
term adjustment if the Office fails, within specified time periods, 
to: (1) initially act on the application; (2) respond to a reply or 
appeal to the Board of Patent Appeals and Interferences by the 
applicant; (3) act on an application containing allowed claims after 
a decision by the Board of Patent Appeals and Interferences or a 
Federal court; or (4) issue the application after the issue fee is paid 
in reply to a notice of allowance and all outstanding requirements 
are satisfied (35 U.S.C. 154(b)(1)(A)). Section 4402 of the 
“American Inventors Protection Act of 1999’’ also amends 35 
U.S.C. 154(b)(1) to provide day-by-day patent term adjustment if, 
subject to a number of limitations, the Office fails to issue a patent 
within three years of the actual filing date of the application (35 
U.S.C. 154(b)(1)(B)). Finally, Sec. 4402 of the “American Inven- 
tors Protection Act of 1999°" also amends 35 U.S.C. 154(b)(1) to 
provide day-by-day patent term adjustment for delays due to 
interference proceedings under 35 U.S.C. 135(a), imposition of a 
secrecy order under 35 U.S.C. 181, or successful appellate review 
by the Board of Patent Appeals and Interferences or a Federal court 
(35 U.S.C. 154(b)(1)(C)). 

Section 4402 of the “American Inventors Protection Act of 
1999”" amends 35 U.S.C. 154(b)(2) to place limitations on the 
period of patent term adjustment granted under 35 U.S.C. 
154(b)(1). First: to the extent that the periods of delay attributed to 
the grounds specified in 35 U.S.C. 154(b)(1) overlap, the period of 
adjustment shall not exceed the actual number of days the issuance 
of the patent was delayed. Second: no patent, the term of which 
has been disclaimed beyond a specified date, may be adjusted 
under 35 U.S.C. 154(b) beyond the expiration date specified in the 
disclaimer. Third: the period of patent term adjustment under 35 
U.S.C. 154(b)(1) shall be reduced by a period equal to the period 
of time during which the applicant failed to engage in reasonable 
efforts to conclude prosecution (or processing or examination) of 
the application. Section 4402 of the “American Inventors Protec- 
tion Act of 1999,”’ however, does not contain any limit (e.g., of 
five or ten years) on the total extension or adjustment that may be 
granted under 35 U.S.C. 154(b). 

An applicant is deemed to have failed to engage in reasonable 
efforts to conclude prosecution of the application with respect to 
any patent term adjustment under 35 U.S.C. 154(b)(1)(B) (failure 
to issue a patent within three years of the actual filing date of the 
application) for the cumulative total of any periods of time in 
excess of three months that are taken to reply to a notice of any 
rejection, objection, argument, or other request, measuring the 
three-month period from the date the notice was mailed or given. 
In addition, 35 U.S.C. 154(b)(2) directs the Office to prescribe 
regulations establishing the circumstances that constitute a failure 
of the applicant to engage in reasonable efforts to conclude 
processing or examination of the application. 

Section 4402 of the “American Inventors Protection Act of 
1999” also amends 35 U.S.C. 154(b)(3) to establish procedures 
for patent term adjustment determinations. 35 U.S.C. 154(b)(3) 
directs the Office to prescribe regulations establishing procedures 
for the application for and determination of patent term adjustment 
under 35 U.S.C. 154(b). 35 U.S.C. 154(b)(3), however, requires 
the Office to: (1) make a patent term adjustment determination and 
transmit a notice of that determination with the notice of allow- 
ance; and (2) provide the applicant with one opportunity to request 
reconsideration of that patent term adjustment determination. 35 
U.S.C. 154(b)(3) also provides that the Office shall reinstate all or 
part of the cumulative period of time of an adjustment reduced 
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under 35 U.S.C. 154(b)(2)(C) (for failure to reply to a notice of 
any rejection, objection, argument, or other request within three 
months of the date the notice was mailed or given) if, prior to 
issuance of the patent, the applicant makes a showing that, in spite 
of all due care, the applicant was unable to reply within the 
three-month period, except that the Office may not reinstate more 
than three additional months for each reply beyond the original 
three-month period. Section 4402 of the “American Inventors 
Protection Act of 1999°’ also amends 35 U.S.C. 154(b)(3) to 
provide that the Office shall proceed to grant the patent after 
completing its patent term adjustment determination, and amends 
35 U.S.C. 154(b)(4) to provide for judicial review in the event that 
the applicant is dissatisfied with that patent term adjustment 
determination. 

Section 4405(a) of the “American Inventors Protection Act of 
1999" provides that Sec. 4402 shall take effect on the date that is 
six months after the date of enactment of the “American Inventors 
Protection Act of 1999’ (May 29, 2000) and shall apply to any 
application (other than a reissue or design) filed on or after the date 
that is six months after the date of enactment of the “American 
Inventors Protection Act of 1999’ (May 29, 2000). Therefore, 
patents (other than reissue or design) issued on applications filed 
on or after June 8, 1995, but before May 29, 2000, are subject to 
the patent term extension provisions of 35 U.S.C. 154(b) as 
amended by Sec. 532(a)(1) of Public Law 103-465 and Sec. 1.701, 
whereas patents (other than reissue or design) issued on applica- 
tions filed on or after May 29, 2000, are subject to the patent term 
adjustment provisions of 35 U.S.C. 154(b) as amended by Sec. 
4402 of the “American Inventors Protection Act of 1999"" (as it is 
proposed to be implemented in Secs. 1.702 through 1.705). 

The filing date of a continued prosecution application (CPA) 
under Sec. 1.53(d) is the date that the request for CPA is filed (Sec. 
1.53(d)(2)), even though the Office uses the filing date of the prior 
application for identification purposes. Therefore, the patent term 
adjustment provisions of 35 U.S.C. 154(b) as amended by Sec. 
4402 of the “American Inventors Protection Act of 1999”° apply to 
any CPA filed on or after May 29, 2000, regardless of the filing 
date of the prior application of the CPA. While an applicant may 
file a continuing application under Sec. 1.53(b) on or after May 29, 
2000, for the application to be subject to the patent term adjust- 
ment provisions of 35 U.S.C. 154(b) as amended by Sec. 4402 of 
the “American Inventors Protection Act of 1999,"" an applicant 
need only file a CPA under Sec. 1.53(d) on or after May 29, 2000, 
for the application to be subject to the patent term adjustment 
provisions of 35 U.S.C. 154(b) as amended by Sec. 4402 of the 
“American Inventors Protection Act of 1999."’ The filing of a CPA 
on or after May 29, 2000, does not, however, entitle an applicant 
to receive term adjustment for Office delays before May 29, 2000. 

The six-month lead time provided in Sec. 4405(a) for imple- 
menting the patent term adjustment provisions of Sec. 4402 of the 
“American Inventors Protection Act of 1999°° is not sufficient to 
conduct a notice and comment rulemaking (giving a 60-day 
comment period) and adopt final rules by the effective date (May 
29, 2000) of the patent term adjustment provisions of Sec. 4402 of 
the “American Inventors Protection Act of 1999.’ Nevertheless, 
the Office does not anticipate that any patent entitled to patent term 
adjustment based upon the provisions of Sec. 4402 of the “ Ameri- 
can Inventors Protection Act of 1999°° will issue until December 
of 2000, at the earliest. This notice of proposed rulemaking, 
however, places applicants on notice as to the actions or inactions 
that are considered by the Office (and may be adopted in the final 
rules) as circumstances constituting a failure to engage in reason- 
able efforts to conclude prosecution (processing or examination) of 
the application, and which will result in a reduction of any patent 
term adjustment. 


Discussion of Specific Rules 


Section 1.18(e) is proposed to be added to provide a $200.00 fee 
for filing an application for patent term adjustment under Sec. 
1.705. Section 1.18(f) is proposed to be added to provide a 
$450.00 fee for filing a request for reinstatement of all or part of 
the term reduced pursuant to Sec. 1.704(b)(1) in an application for 
patent term adjustment under Sec. 1.705. Section 1.18(d) is 
proposed to be added in a rulemaking to implement the eighteen- 
month publication provisions of the “American Inventors Protec- 
tion Act of 1999.”’ The fees in proposed Sec. 1.18(e) and (f) are set 
to recover the estimated average cost to the Office for processing 
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and evaluating an application for patent term adjustment under 
Sec. 1.705 ($200.00), and for processing and evaluating a request 
under 35 U.S.C. 154(b)(3)(C) for reinstatement of term reduced 
under 35 U.S.C. 154(b)(2)(C) ($450.00), respectively. See 35 
U.S.C. 41(d). In view of these proposed additions to Sec. 1.18, the 
heading of Sec. 1.18 is also proposed to be amended to refer to 
patent “post-allowance (including issue) fees’( instead of only 
patent “issue fees’’). 

Subpart F of 37 CFR Part | is proposed to be amended to 
include a first undesignated center heading to read “ ADJUST- 
MENT OF PATENT TERM DUE TO EXAMINATION DELAY” 
followed by an amended Sec. 1.701 and newly added Secs. 1.702 
through 1.705 concerning patent term adjustment under 35 U.S.C. 
154(b), and a second undesignated center heading to read “EX- 
TENSION OF PATENT TERM DUE TO REGULATORY RE- 
VIEW” followed by current Sec. 1.710 et seq. concerning patent 
term extension under 35 U.S.C. 156. 

Section 1.701 is proposed to be amended by revising its heading 
to indicate that its provisions concern the term provisions of the 
Uruguay Round Agreements Act (Public Law 103-465), and to add 
a paragraph (e) to specify that the provisions of Sec. 1.701 apply 
only to original patents issued on applications filed on or after June 
8, 1995, and before May 29, 2000. As discussed above, the 
provisions of 35 U.S.C. 154(b) as amended by Sec. 532(a)(1) of 
Public Law 103-465 and current Sec. 1.701 apply to applications 
(other than for a reissue or design patent) filed on or after June 8, 
1995, but before May 29, 2000, and the provisions of Sec. 4402 of 
the “American Inventors Protection Act of 1999°’ and proposed 
Secs. 1.702 through 1.705 apply to applications (other than for a 
reissue or design patent) filed on or after May 29, 2000. 

Section 1.702 is proposed to be added to set forth the bases for 
patent term adjustment under 35 U.S.C. 154(b)(1). Section 
1.702(a) as proposed indicates that a patent is entitled to patent 
term adjustment if the Office fails to perform certain acts of 
examination within specified time frames (35 U.S.C. 
154(b)(1)(A)). Section 1.702(b) as proposed indicates that a patent 
is entitled to patent term adjustment if, subject to a number of 
limitations, the Office fails to issue a patent within three years of 
the actual filing date of the application (35 U.S.C. 154(b)(1)(B)). 
Section 1.702(c) as proposed indicates that a patent is entitled to 
patent term adjustment if the issuance of the patent was delayed by 
an interference proceeding (35 U.S.C. 154(b)(1)(C)(i)). Section 
1.702(d) as proposed indicates that a patent is entitled to patent 
term adjustment if the issuance of the patent was delayed by the 
application being placed under a secrecy order under 35 U.S.C. 
181 (35 U.S.C. 154(b)(1)(C)(ii)). Section 1.702(e) as proposed 
indicates that a patent is entitled to patent term adjustment if the 
issuance of the patent was delayed by successful appellate review 
under 35 U.S.C. 134, 141, or 145 (35 U.S.C. 154(b)(1)(C)(iii)). 
Section 1.702(f) as proposed provides that the provisions of Secs. 
1.702 through 1.705 apply only to original applications, except 
applications for a design patent, filed on or after May 29, 2000, and 
patents issued on such applications. 

Section 1.703 as proposed specifies the period of adjustment if 
a patent is entitled to patent term adjustment under 35 U.S.C. 
154(b)(1) and Sec. 1.702. 

Section 1.703(a) as proposed indicates that the period of 
adjustment under Sec. 1.702(a) is the sum of the following periods 
(to the extent that such periods are not overlapping): (1) The 
number of days, if any, in the period beginning on the date fourteen 
months after the date on which the application was filed under 35 
U.S.C. 111(a) or fulfilled the requirements of 35 U.S.C. 371 and 
ending on the mailing date of either an action under 35 U.S.C. 132, 
or a notice of allowance under 35 U.S.C. 151, whichever occurs 
first (a written restriction requirement, a written election of species 
requirement, and an action under Ex parte Quayle, 1935 Comm’r 
Dec. 11 (1935) are each an action under 35 U.S.C. 132); (2) the 
number of days, if any, in the period beginning on the date four 
months after the date a reply under Sec. 1.111 was filed and ending 
on the mailing date of an action under 35 U.S.C. 132, or a notice 
of allowance under 35 U.S.C. 151, whichever occurs first; (3) the 
number of days, if any, in the period beginning on the date four 
months after the date a reply in compliance with Sec. 1.113 (i.e., 
only an after final reply that cancels all of the rejected claims and 
removes all outstanding objections and requirements or otherwise 
places the application in condition for allowance) was filed and 
ending on the date of mailing of an action under 35 U.S.C. 132, or 
a notice of allowance under 35 U.S.C. 151, whichever occurs first; 
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(4) the number of days, if any, in the period beginning on the date 
four months after the date a notice of appeal to the Board of Patent 
Appeals and Interferences under 35 U.S.C. 134 and Sec. 1.191 was 
filed and ending on the mailing date of an examiner's answer 
under Sec. 1.193, an action under 35 U.S.C. 132, or a notice of 
allowance under 35 U.S.C. 151, whichever occurs first; (5) the 
number of days, if any, in the period beginning on the date four 
months after the date of a final decision by the Board of Patent 
Appeals and Interferences or by a Federal court in an appeal under 
35 U.S.C. 141 or a civil action under 35 U.S.C. 145 or 146 in an 
application containing allowable claims and ending on the mailing 
date of either an action under 35 U.S.C. 132, or a notice of 
allowance under 35 U.S.C. 151, whichever occurs first; and (6) the 
number of days, if any, in the period beginning on the date four 
months after the date the issue fee was paid and all outstanding 
requirements were satisfied (i.e., the date the issue fee was paid or 
the date all outstanding requirements were satisfied, whichever is 
later) and ending on the date a patent was issued. 

Section 1.703(b) as proposed indicates that the period of 
adjustment under Sec. 1.702(b) is the number of days, if any, in the 
period beginning on the date three years after the actual filing date 
of the application and ending on the date a patent was issued. 
Section 1.703(b) as proposed also sets forth the limitations on 
patent term adjustment specified in 35 U.S.C. 154(b)(1)(B)(i) and 
(ii). Section 1.703(b) as proposed specifically provides that the 
period of adjustment of the term of a patent under Sec. 1.703(b) 
shall not include the period equal to the sum of the following 
periods: (1) The period of pendency consumed by continued 
examination of the application under 35 U.S.C. 132(b) (35 U.S.C. 
154(b)(1)(B)(i)); (2) the period of pendency consumed by inter- 
ference proceedings (35 U.S.C. 154(b)(1)(B)(ii)); (3) the period of 
pendency consumed by imposition of a secrecy order (35 U.S.C. 
154(b)(1)(B)Gi)); and (4) the period of pendency consumed by 
appellate review under 35 U.S.C. 134, 141, 145, whether success- 
ful or unsuccessful (35 U.S.C. 154(b)(1)(B)(ii)). The provisions of 
35 U.S.C. 154(b)(1)(B)(iii) concerning the period of pendency 
consumed by delays in the processing of the application requested 
by the applicant are treated in Sec. 1.704 as such delays are also 
circumstances constituting a failure of an applicant to engage in 
reasonable efforts to conclude processing or examination of the 
application. 

Section 1.703(c) as proposed indicates that the period of 
adjustment under Sec. 1.702(c) is the sum of the following periods 
(to the extent that such periods are not overlapping): (1) The 
number of days, if any, in the period beginning on the date an 
interference was declared or redeclared to involve the application 
in the interference and ending on the date that the interference was 
terminated with respect to the application; and (2) the number of 
days, if any, in the period beginning on the date prosecution in the 
application was suspended by the Office due to interference 
proceedings under 35 U.S.C. 135(a) not involving the application 
and ending on the date of the termination of the suspension. 

Section 1.703(d) as proposed indicates that the period of 
adjustment under Sec. 1.702(d) is the sum of the following periods 
(to the extent that such periods are not overlapping): (1) The 
number of days, if any, the application was maintained in a sealed 
condition under 35 U.S.C. 181; (2) the number of days, if any, in 
the period beginning on the date of mailing of an examiner's 
answer under Sec. 1.193 in the application under secrecy order and 
ending on the date the secrecy order was removed; (3) the number 
of days, if any, in the period beginning on the date applicant was 
notified that an interference would be declared but for the secrecy 
order and ending on the date the secrecy order was removed; and 
(4) the number of days, if any, in the period beginning on the date 
of notification under Sec. 5.3(c) and ending on the date of mailing 
of the notice of allowance under Sec. 1.311. 

Section 1.703(e) as proposed indicates that the period of 
adjustment under Sec. 1.702(e) is the sum of the number of days, 
if any, in the period beginning on the date on which a notice of 
appeal to the Board of Patent Appeals and Interferences was filed 
under 35 U.S.C. 134 and Sec. 1.191 and ending on the date of a 
final decision in favor of the applicant by the Board of Patent 
Appeals and Interferences or by a Federal court in an appeal under 
35 U.S.C. 141 or a civil action under 35 U.S.C. 145. 

Section 1.703(f) as proposed indicates that the adjustment will 
run from the expiration date of the patent as set forth in 35 U.S.C. 
154(a)(2). Section 1.703(f) also indicates that to the extent that 
periods of adjustment attributable to the grounds specified in Sec. 
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1.702 overlap, the period of adjustment will not exceed the actual 
number of days the issuance of the patent was delayed (35 U.S.C. 
154(b)(2)(A)). Section 1.703(f) as proposed also specifically 
indicates that the term of a patent entitled to adjustment under Sec. 
1.702 and this section shall be adjusted for the sum of the periods 
calculated under Sec. 1.703(a) through (e), to the extent that such 
periods are not overlapping, less the sum of the periods calculated 
under Sec. 1.704. Section 1.703(f) as proposed also provides that 
the date indicated on any certificate of mailing or transmission 
under Sec. 1.8 shall not be taken into account in this calculation. 
That is, while the date indicated on any certificate of mailing or 
transmission under Sec. 1.8 will continue to be taken into account 
in determining timeliness, the date of filing (Sec. 1.6) will be the 
date used in a patent term adjustment calculation. Applicant may 
wish to consider the use of the “Express Mail Post Office to 
Addressee’ service of the United States Postal Service (Sec. 1.10) 
for replies (as well as original applications) to be accorded the 
earliest possible filing date for patent term adjustment calculations. 

Section 1.703(g) as proposed indicates that no patent, the term 
of which has been disclaimed beyond a specified date, shall be 
adjusted under Secs. 1.702 and 1.703 beyond the expiration date 
specified in the disclaimer (35 U.S.C. 154(b)(2)(B)). 

Section 1.704 as proposed implements the provisions of 35 
U.S.C. 154(b)(2)(C). 35 U.S.C. 154(b)(2)(C) specifies certain 
circumstances as constituting a failure of an applicant to engage in 
reasonable efforts to conclude processing or examination of an 
application, and also provides for the Office to prescribe regula- 
tions establishing circumstances that constitute a failure of an 
applicant to engage in reasonable efforts to conclude processing or 
examination of the application. 

Section 1.704(a) as proposed implements the provisions of 35 
U.S.C. 154(b)(2)(C)(i) and indicates that the period of adjustment 
shall be reduced by a period equal to the period of time during 
which the applicant failed to engage in reasonable efforts to 
conclude prosecution (i.e., processing or examination) of the 
application. 

Section 1.704(b) as proposed provides that with respect to the 
ground for adjustments set forth in Sec. 1.702(a) though (e), and in 
particular Sec. 1.702(b), an applicant shall be deemed to have 
failed to engage in reasonable efforts to conclude prosecution for 
the cumulative total of any periods of time in excess of three 
months that are taken to reply to any notice or action by the Office 
making any rejection, objection, argument, or other request, 
measuring such three- month period from the date the notice or 
action was mailed or given to the applicant. A Notice of Omitted 
Items (PTO-1669) is not a notice or action by the Office making a 
rejection, objection, argument, or other request within the meaning 
of 35 U.S.C. 154(b)(2)(C)ii) or Sec. 1.704(b), since the Office 
does not require a reply to that notice to continue the processing 
and examination of the application. The three-month period in 35 
U.S.C. 154(b)(2)(C)(ii) and Sec. 1.704(b) applies regardless of the 
period for reply set in the Office action or notice. For example, if 
an Office action sets a one-month period for reply (restriction 
requirement), the applicant may obtain a two-month extension of 
time under Sec. 1.136(a) before being subject to a reduction of 
patent term adjustment under 35 U.S.C. 154(b)(2)(C)(ii) and Sec. 
1.704(b). If, however, an Office action set a six-month period for 
reply, as is commonly set in applications subject to secrecy orders 
(see section 130 of the Manual of Patent Examining Procedure 
(7th ed. 1998) (MPEP)), the applicant is subject to a reduction of 
patent term adjustment under 35 U.S.C. 154(b)(2)(C)(ii) and Sec. 
1.704(b) if the applicant does not reply to the Office action within 
three months, notwithstanding that a reply may be timely filed six 
months after the mailing date of the Office action. Section 1.704(b) 
as proposed indicates that in such a case the period of adjustment 
set forth in Sec. 1.703 shall be reduced by the number of days, if 
any, beginning on the date three months after the date of mailing 
of the Office communication notifying the applicant of the 
rejection, objection, argument, or other request and ending on the 
date the reply was filed. 

Section 1.704(c) as proposed also establishes further circum- 
stances that constitute a failure of an applicant to engage in 
reasonable efforts to conclude processing or examination of the 
application. Section 1.704(c)(1) through (c)(16) set forth actions or 
inactions by an applicant that interfere with the Office’s ability to 
process or examine an application (and thus circumstances that 
constitute a failure of an applicant to engage in reasonable efforts 
to conclude processing or examination of the application), as well 
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as the period by which a period of adjustment set forth in Sec. 
1.703 shall be reduced if an applicant engages in any of the 
enumerated actions or inactions. Sections 1.704(c)(1) through 
1.704(c)( 16) address situations that occur with sufficient frequency 
to warrant being specifically provided for in the rules of practice. 
An attempt to provide an exhaustive listing of actions or inactions 
that interfere with the Office’s ability to process or examine an 
application, but do not occur with great frequency (e.g., applicant 
files and persists in requesting reconsideration of a meritless 
petition under Sec. 1.10 or when the scope of the broadest claim in 
the application at the time an application is placed in condition for 
allowance is substantially the same as suggested or allowed by the 
examiner more than six months earlier than the date the applica- 
tion was placed in condition for allowance), is impractical. Thus, 
the actions or inactions set forth in Sec. 1.704(c) are exemplary 
circumstances that constitute a failure of an applicant to engage in 
reasonable efforts to conclude processing or examination of the 
application. The Office may also reduce a period of adjustment 
provided in Sec. 1.703 on the basis of conduct that interferes with 
the Office’s ability to process or examine an application under the 
authority provided in 35 U.S.C. 154(b)(2)(C)(iii), even if such 
conduct is not specifically addressed in Sec. 1.704(c). 

Section 1.704(c)(1) as proposed establishes suspension of action 
under Sec. 1.103 at the applicant’s request as a circumstance that 
constitutes a failure of an applicant to engage in reasonable efforts 
to conclude processing or examination of an application. Obvi- 
ously, if action is suspended at the applicant’s request, the Office 
is precluded from processing or examining the application as a 
result of an action by the applicant. Section 1.704(c)(1) as 
proposed also provides that in such a case the period of adjustment 
set forth in Sec. 1.703 shall be reduced by the number of days, if 
any, beginning on the date a request for suspension of action under 
Sec. 1.103 was filed and ending on the date of the termination of 
the suspension. 

Section 1.704(c)(2) as proposed establishes deferral of issuance 
of a patent under Sec. 1.314 as a circumstance that constitutes a 
failure of an applicant to engage in reasonable efforts to conclude 
processing or examination of an application. Obviously, if issu- 
ance of the patent is deferred under Sec. 1.314, the Office is 
precluded from issuing the application as a result of an action by 
the applicant. When a petition under Sec. 1.314 is granted, the 
petition decision generally states that the application will be held 
for a period of a month to await the filing of a paper. At the end of 
the period, the application is returned to the issue process without 
a further communication from the Office to the applicant. Section 
1.704(c)(2) as proposed also provides that in such a case the period 
of adjustment set forth in Sec. 1.703 shall be reduced by the 
number of days, if any, beginning on the date a request for deferral 
of issuance of a patent under Sec. 1.314 was filed and ending on 
the issue date of the patent. 

Section 1.704(c)(3) as proposed establishes abandonment of the 
application or late payment of the issue fee as a circumstance that 
constitutes a failure of an applicant to engage in reasonable efforts 
to conclude processing or examination of an application. Obvi- 
ously, if the application is abandoned (either by failure to pros- 
ecute or late payment of the issue fee), the Office is precluded from 
processing or examining the application as a result of an action or 
inaction by the applicant. Section 1.704(c)(3) as proposed also 
provides that in such a case the period of adjustment set forth in 
Sec. 1.703 shall be reduced by the number of days, if any, 
beginning on the date of abandonment or the date after the day the 
issue fee was due and ending on the date of mailing of the decision 
reviving the application or accepting late payment of the issue fee. 

Section 1.704(c)(4) as proposed establishes failure to file a 
petition to withdraw a holding of abandonment or to revive an 
application within two months from the mailing date of a notice of 
abandonment as a circumstance that constitutes a failure of an 
applicant to engage in reasonable efforts to conclude processing or 
examination of an application. Any applicant who considers an 
application to have been improperly held abandoned (the reduction 
in Sec. 1.704(c)(3) is applicable to the revival of an application 
properly held abandoned) is expected to file a petition to withdraw 
the holding of abandonment (or to revive the application) within 
two months from the mailing date of a notice of abandonment. See 
MPEP 711.03(c)(I). Section 1.704(c)(4) as proposed also provides 
that in such a case the period of adjustment set forth in Sec. 1.703 
shall be reduced by the number of days, if any, beginning on the 
date two months from the mailing date of a notice of abandonment 
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and ending on the date a petition to withdraw the holding of 
abandonment or to revive the application was filed. 

Section 1.704(c)(S) as proposed establishes conversion of a 
provisional application under 35 U.S.C. 111(b) to a nonprovisional 
application under 35 U.S.C. 111(a) (pursuant to 35 U.S.C. 
111(b)(5)) as a circumstance that constitutes a failure of an 
applicant to engage in reasonable efforts to conclude processing or 
examination of an application. Section 4801(a) of the “American 
Inventors Protection Act of 1999’ provides for the conversion of 
a provisional application under 35 U.S.C. 111(b) and Sec. 1.53(c) 
to a nonprovisional application under 35 U.S.C. 111(a) and Sec. 
1.53(b), and it is being implemented in a separate rulemaking. 
Conversion of a provisional application to a nonprovisional 
application will require the Office to reprocess the application (as 
a nonprovisional application) up to one year after the filing date 
that will be accorded to such nonprovisional application as a result 
of an action by the applicant. Section 1.704(c)(5) as proposed also 
provides that in such a case the period of adjustment set forth in 
Sec. 1.703 shall be reduced by the number of days, if any, 
beginning on the date the application was filed under 35 U.S.C. 
111(b) and ending on the date a request in compliance with Sec. 
1.53(c)(3) to convert the provisional application into a nonprovi- 
sional application was filed. 

Section 1.704(c)(6) as proposed establishes failure to file the 
basic filing fee (Sec. 1.16(a) or (g)), any English translation 
required by Sec. 1.52(d), or an oath or declaration (Sec. 1.63) 
executed by all of the inventors in an application under 35 U.S.C. 
111(a) as a circumstance that constitutes a failure of an applicant 
to engage in reasonable efforts to conclude processing or exami- 
nation of an application. The Office cannot act on an application 
until the applicant files the basic filing fee, an English translation 
(if the application is filed in a language other than English), and an 
oath or declaration (Sec. 1.63) executed in compliance with Sec. 
1.64 (by all of the inventors or applicants under Secs. 1.42, 1.43, 
or 1.47). The rules of practice (Sec. 1.53(f) and 1.136(a)), 
however, currently permit an applicant to delay filing the basic 
filing fee, any English translation required by Sec. 1.52(d), and 
oath or declaration by up to seven months from the date the 
applicant is notified that the application is missing the basic filing 
fee, English translation, or oath or declaration. To avoid changing 
these provisions and requiring that the basic filing fee and oath or 
declaration be filed when an application is filed under 35 U.S.C. 
111(a), the Office is setting forth failure to file the basic filing fee 
(Sec. 1.16(a) or (g)), any English translation required by Sec. 
1.52(d), or an oath or declaration (Sec. 1.63) executed by all of the 
inventors in an application under 35 U.S.C. 111(a) as a circum- 
stance that constitutes a failure of an applicant to engage in 
reasonable efforts to conclude processing of the application. 
Section 1.704(c)(6) as proposed provides that in such a case the 
period of adjustment set forth in Sec. 1.703 shall be reduced by the 
number of days, if any, beginning on the date the application was 
filed and ending on the later of the date the applicant supplied the 
basic filing fee (Sec. 1.16), an English translation (Sec. 1.52(d)), 
and an oath or declaration (Sec. 1.63) executed in compliance with 
Sec. 1.64 and, if the oath or declaration was not executed by all of 
the inventors, the earliest of the date the application was accorded 
status under Sec. 1.47, or four months after a grantable petition 
under Sec. 1.47 was filed. 

Section 1.704(c)(7) as proposed establishes failure to fulfill the 
requirements of 35 U.S.C. 371(c) and Sec. 1.494 or Sec. 1.495 in 
an international application as a circumstance that constitutes a 
failure of an applicant to engage in reasonable efforts to conclude 
processing of an application. The three-year period in 35 U.S.C. 
154(b)(1)(B) is measured from the “actual filing date of the 
application in the United States’’ and 35 U.S.C. 363 provides that 
an international application designating the United States has the 
same effect from its international filing date as a national applica- 
tion regularly filed in the United States (except as provided in 35 
U.S.C. 102(e)). Nevertheless, the Office cannot act on an interna- 
tional application until the applicant fulfills the requirements of 35 
U.S.C. 371(c) and Sec. 1.494 or Sec. 1.495, and the legislative 
history of 35 U.S.C. 154(b) makes clear that an applicant may not 
use the Patent Cooperation Treaty (PCT) application filing system 
to have the time period set forth in Sec. 1.494 or Sec. 1.495 count 
against the three-year time period in 35 U.S.C. 154(b)(1)(B). See 
145 Cong. Rec. $14708, $14718 (daily ed. November 17, 1999) 
(statement of Sen. Lott); see also H.R. Rep. No. 106-464 at 126 
(1999). Section 1.704(c)(7) as proposed also provides that in such 
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a case the period of adjustment set forth in Sec. 1.703 shall be 
reduced by the number of days, if any, beginning on the date the 
international application was filed under 35 U.S.C. 363 and the 
later of the date the application fulfilled the requirements of 35 
U.S.C. 371(c) and Secs. 1.494 or 1.495 and, if the oath or 
declaration was not executed by all of the inventors (Sec. 1.497), 
the earliest of the date the application was accorded status under 
Sec. 1.47, or four months after a grantable petition under Sec. 1.47 
was filed. 

Section 1.704(c)(8) as proposed establishes failure to request the 
national stage of processing in an international application if the 
application fulfills the requirements of 35 U.S.C. 371(c) and Sec. 
1.494 or Sec. 1.495 before the expiration of the applicable time 
period set forth in Sec. 1.494(b) or Sec. 1.495(b) as a circumstance 
that constitutes a failure of an applicant to engage in reasonable 
efforts to conclude processing or examination of an application. 
The Office cannot act on an international application before the 
expiration of the applicable time period set forth in Sec. 1.494(b) 
or Sec. 1.495(b) without the applicant’s express request (35 U.S.C. 
371(f)), even if the application fulfills the requirements of 35 
U.S.C. 371(c) and Sec. 1.494 or Sec. 1.495 prior to the expiration 
of the applicable time period set forth in Sec. 1.494(b) or Sec. 
1.495(b). Section 1.704(c)(8) as proposed also provides that in 
such a case the period of adjustment set forth in Sec. 1.703 shall 
be reduced by the number of days, if any, beginning on the date the 
international application was filed under 35 U.S.C. 363 and the 
earlier of the date of expiration of the applicable time period in 
Sec. 1.494(b) or Sec. 1.495(b) or the date on which an express 
request for national stage of processing is filed. 

Section 1.704(c)(9) as proposed establishes failure to file an 
application with a specification on papers in compliance with Sec. 
1.52 and having a title and abstract in compliance with Sec. 1.72, 
drawings in compliance with Sec. 1.84 (if applicable), and a 
sequence listing in compliance with Secs. 1.821 through 1.825 (if 
applicable) as a circumstance that constitutes a failure of an 
applicant to engage in reasonable efforts to conclude processing or 
examination of an application. The Office must require these items 
during its preexamination processing of an application to imple- 
ment the pre-grant publication provisions of the “American 
Inventors Protection Act of 1999.’’ Therefore, the Office cannot 
act on an application until it contains a specification on papers in 
compliance with Sec. 1.52 and having an abstract (Sec. 1.72(b)), 
drawings in compliance with Sec. 1.84 (if applicable), and a 
sequence listing in compliance with Secs. 1.821 through 1.825 (if 
applicable). Section 1.704(c)(9) as proposed also provides that in 
such a case the period of adjustment set forth in Sec. 1.703 shall 
be reduced by the number of days, if any, beginning on the filing 
date of the application and ending on the date the application 
contains a specification on papers in compliance with Sec. 1.52 
and having an abstract (Sec. 1.72(b)), drawings in compliance with 
Sec. 1.84 (if applicable), and a sequence listing in compliance with 
Secs. 1.821 through 1.825 (if applicable). 

Section 1.704(c)(10) as proposed establishes submission of a 
preliminary amendment or other preliminary paper less than one 
month before the mailing of an Office action under 35 U.S.C. 132 
or a notice of allowance under 35 U.S.C. 151 that requires the 
mailing of a supplemental Office action or notice of allowance as 
a circumstance that constitutes a failure of an applicant to engage 
in reasonable efforts to conclude processing or examination of an 
application. If the submission of a preliminary amendment or other 
paper requires the Office to issue a supplemental Office action or 
notice of allowance, the submission of that preliminary amend- 
ment or other paper has interfered with the processing and 
examination of an application. Section 1.704(c)(10) as proposed 
also provides that in such a case the period of adjustment set forth 
in Sec. 1.703 shall be reduced by the number of days, if any, 
beginning on the mailing date of the original Office action or 
notice of allowance and ending on the mailing date of the 
supplemental Office action or notice of allowance. 

Section 1.704(c)(11) as proposed establishes submission of a 
reply having an omission (Sec. 1.135(c)) as a circumstance that 
constitutes a failure of an applicant to engage in reasonable efforts 
to conclude processing or examination of an application. Submit- 
ting a reply having an omission requires the Office to issue an 
action under Sec. 1.135(c) and await and process the applicant's 
reply before the initial reply (as completed) can be treated on its 
merits. Section 1.704(c)(11) as proposed also provides that in such 
a case the period of adjustment set forth in Sec. 1.703 shall be 
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reduced by the number of days, if any, beginning on the date the 
reply having an omission was filed and ending on the date that the 
omission was filed. 

Section 1.704(c)(12) as proposed establishes submission of a 
supplemental reply or other paper after a reply has been filed as a 
circumstance that constitutes a failure of an applicant to engage in 
reasonable efforts to conclude processing or examination of an 
application. The submission of a supplemental reply or other paper 
(e.g., IDS or petition) after an initial reply was filed requires the 
Office to restart consideration of the initial reply in view of the 
supplemental reply or other paper, which will result in a delay in 
the Office’s response to the initial reply. Section 1.704(c)(12) as 
proposed also provides that in such a case the period of adjustment 
set forth in Sec. 1.703 shall be reduced by the number of days, if 
any, beginning on the date the initial reply was filed and ending on 
the date that the supplemental reply or such other paper was filed. 

Section 1.704(c)(13) as proposed establishes failure to file an 
appeal brief (and brief fee) in compliance with Sec. 1.192 with the 
notice of appeal to the Board of Patent Appeals and Interferences 
under 35 U.S.C. 134 and Sec. 1.191 as a circumstance that 
constitutes a failure of an applicant to engage in reasonable efforts 
to conclude processing or examination of an application. The 
examiner cannot prepare an examiner’s answer in response to an 
appeal until the applicant files an appeal brief in compliance with 
Sec. 1.192, and the rules of practice (Secs. 1.192(a) and 1.136(a)) 
now allow the applicant to delay filing an appeal brief for up to 
seven months from the filing date of the notice of appeal under 
Sec. 1.191. Thus, to continue to permit this time frame for filing an 
appeal brief, the Office must establish the failure to file an appeal 
brief (and brief fee) in compliance with Sec. 1.192 with the notice 
of appeal to the Board of Patent Appeals and Interferences under 
35 U.S.C. 134 and Sec. 1.191 as a circumstance that constitutes a 
failure of an applicant to engage in reasonable efforts to conclude 
processing or examination of the application. Section 1.704(c)(13) 
as proposed also provides that in such a case the period of 
adjustment set forth in Sec. 1.703 shall be reduced by the number 
of days, if any, beginning on the date a notice of appeal under 35 
U.S.C. 134 and Sec. 1.191 was filed and ending on the day an 
appeal brief (and brief fee) in compliance with Sec. 1.192 was 
filed, or, if no appeal brief under Sec. 1.192 is filed, ending on the 
day an amendment in compliance with Sec. 1.113 was filed. 

Section 1.704(c)(14) as proposed establishes submission of an 
amendment or other paper in an application containing allowed 
claims after a decision by the Board of Patent Appeals and 
Interferences (other than a decision containing a rejection under 
Sec. 1.196(b)) or a Federal court less than one month before the 
mailing of an Office action under 35 U.S.C. 132 or notice of 
allowance under 35 U.S.C. 151 that requires the mailing of a 
supplemental Office action or supplemental notice of allowance as 
a circumstance that constitutes a failure of an applicant to engage 
in reasonable efforts to conclude processing or examination of the 
application. The submission of an amendment or other paper (e.g., 
IDS or petition) in an application after a Board of Patent Appeals 
and Interferences or court decision requires the Office to restart 
consideration of the application in view of the amendment or other 
paper, which will result in a delay in the Office’s taking action on 
the application. Section 1.704(c)(14) as proposed also provides 
that in such a case the period of adjustment set forth in Sec. 1.703 
shall be reduced by the number of days, if any, beginning on the 
mailing date of the original Office action or notice of allowance 
and ending on the mailing date of the supplemental Office action 
or notice of allowance. 

Section 1.704(c)(15) as proposed establishes submission of an 
amendment under Sec. 1.312 or other paper after a notice of 
allowance has been given or mailed as a circumstance that 
constitutes a failure of an applicant to engage in reasonable efforts 
to conclude processing or examination of an application. The 
submission of amendments (or other papers) after an application is 
allowed causes substantial interference with the patent issue 
process. See Filing of Continuing Applications, Amendments, or 
Petitions after Payment of Issue Fee, Notice, 1221 Off. Gaz. Pat. 
Office 14 (April 6, 1999); and Patents to Issue More Quickly After 
Issue Fee Payment, Notice, 1220 Off. Gaz. Pat. Office 42 (March 
9, 1999). Thus, to continue to permit applicants to submit an 
amendment or other paper after a notice of allowance is mailed or 
given, the Office must establish submission of an amendment 
under Sec. 1.312 or other paper after a notice of allowance has 
been given or mailed as a circumstance that constitutes a failure of 
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an applicant to engage in reasonable efforts to conclude processing 
or examination of the application. Section 1.704(c)(15) as pro- 
posed also provides that in such a case the period of adjustment set 
forth in Sec. 1.703 shall be reduced by the lesser of: (1) The 
number of days, if any, beginning on the date the amendment 
under Sec. 1.312 was filed and ending on the mailing date of the 
Office action or notice in response to the amendment under Sec. 
1.312 or such other paper; or (2) four months. The “lesser of * * 
* or four months’’ provision is to provide a four-month cap for 
reductions under Sec. 1.704(c)(15). 

Section 1.704(c)(16) as proposed establishes further prosecution 
via a continuing application as a circumstance that constitutes a 
failure of an applicant to engage in reasonable efforts to conclude 
processing or examination of the application. Currently, a continu- 
ing application may be used to: (1) Obtain further examination of 
an invention disclosed and claimed in the prior application 
(continuation application); (2) obtain examination (for the first 
time) of an invention disclosed but not claimed or not elected for 
examination in the prior application (divisional application); or (3) 
obtain examination of an invention neither disclosed nor claimed 
in the prior application (continuation-in-part application). The 
provisions of 35 U.S.C. 132(b) (which are being implemented in a 
separate rulemaking) will permit an applicant to obtain further or 
continued examination of an invention disclosed and claimed in an 
application, which renders it unnecessary for an applicant whose 
application is eligible for patent term adjustment under 35 U.S.C. 
154(b) to file a continuing application to obtain further examina- 
tion of an invention disclosed and claimed in an application. If an 
applicant is filing a continuing application to obtain examination 
(for the first time) of an invention disclosed but not claimed or not 
elected for examination in the prior application or an invention 
neither disclosed nor claimed in the prior application, it is not 
appropriate for that applicant to obtain any benefit in the continu- 
ing application for examination delays that might have occurred in 
the prior application. Thus, the Office is establishing further 
prosecution via a continuing application as a circumstance that 
constitutes a failure of an applicant to engage in reasonable efforts 
to conclude processing or examination of the application, in that 
the period of adjustment set forth in Sec. 1.703 shall not include 
any period that is prior to the actual filing date of the application 
that resulted in the patent. Thus, if the application that resulted in 
the patent is a CPA, the period of adjustment set forth in Sec. 1.703 
(if any) will not include any period that is prior to the filing date 
of the request for that CPA. 

As discussed above, an applicant may file a CPA under Sec. 
1.53(d) on or after May 29, 2000, for the application to be subject 
to the patent term adjustment provisions of 35 U.S.C. 154(b) as 
amended by Sec. 4402 of the “American Inventors Protection Act 
of 1999."’ The period of patent term adjustment Sec. 1.703 (if 
any), however, will not include any period that is prior to the filing 
date of the request for that CPA. 

These are three examples of how 35 U.S.C. 154(b) and the 
proposed rules to implement 35 U.S.C. 154(b) would apply. For 
purposes of clarity and ease of calculation, the examples illustrate 
mailing of some Office actions on non-business days, and granting 
of patents on days other than Tuesdays. 

In a first example: (1) A first application (“Application A’’) is 
filed on January 2, 1998; (2) a second application (“Application 
B’’) is filed as a continued prosecution application (CPA under 
Sec. 1.53(d)) of Application A on May 29, 2000, without payment 
of the filing fee or providing a deposit account authorization for 
payment of the filing fee; (3) a “Notice to File Missing Parts of 
Application (CPA)”’’ is mailed on July 25, 2000, requiring the 
filing fee, and setting a two-month period for reply; (4) the filing 
fee is paid on September 25, 2000: (5) a written restriction 
requirement is mailed on November 13, 2000; (6) a petition for a 
four-month extension of time and an election are filed on April 6, 
2001; (7) an Office action (first action on the merits) is mailed on 
September 10, 2001; (8) an amendment is filed in reply (Sec. 
1.111) to that Office action on November 1, 2001; (9) a notice of 
allowability requiring a biological material deposit (Sec. 1.809(c)) 
and notice of allowance are mailed on December 3, 2001; (10) the 
issue fee is paid on February 28, 2002; (11) the biological material 
deposit is made on March 15, 2002, with a one-month extension of 
time; and (12) the patent issues on July 9, 2002. 

The fourteen-month time period set forth in 35 U.S.C. 
154(b)( 1 (A)(i(Sec. 1.702(a)(1) and Sec. 1.703(a)(1)) was met by 
the mailing of the written restriction requirement on November 13, 
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2000, within fourteen months of the filing date of the application 
(May 29, 2000). The four-month time period set forth in 35 U.S.C. 
154(b)(1)(A)(ii)(Sec. 1.702(a)(2) and Sec. 1.703(a)(2)) was not 
met for acting on the reply (election) of April 6, 2001, but was met 
for acting on the reply (amendment) of November 1, 2001. The 
four-month time period for acting on the reply of April 6, 2001, 
expired on August 6, 2001; however, the Office’s response to the 
reply of April 6, 2001, was not mailed until September 10, 2001, 
the difference in time between August 6, 2001, and September 10, 
2001, being 35 days. The four-month time period set forth in 35 
U.S.C. 154(b)(1)(A)(iii)(Sec. 1.702(a)(2) through (a)(3) and Sec. 
1.703(a)(3) through (a)(4)) is not applicable in this example. The 
four-month time period set forth in 35 USC. 
154(b)(1)(A)(iv)(Sec. 1.702(a)(4) and Sec. 1.703(a)(6)) was met 
as all formal requirements were satisfied on March 15, 2002, and 
the patent was issued on July 9, 2002 (within four months of 
March 15, 2002). As the application (Application B) was pending 
for less than three years (from May 29, 2000, until July 9, 2002), 
there is no adjustment pursuant to 35 U.S.C. 154(b)(1)(B)(Sec. 
1.702(b) and Sec. 1.703(b)). In addition, as there was also no 
interference, secrecy order or appellate review in the application, 
there is no adjustment pursuant to 35 U.S.C. 154(b)(1)(C)(Sec. 
1.702(b) through (e) and Sec. 1.703(c) through (e)). 

35 U.S.C. 154(b)(2)(C)(i) provides that the period of adjustment 
shall be reduced by the period of time during which applicant 
failed to engage in reasonable efforts to conclude prosecution of 
the application. Section 1.704(b) as proposed sets forth that any 
time periods in excess of three months taken to reply to any notice 
or action by the Office shall each be deemed failures to engage in 
reasonable efforts to conclude prosecution of an application, and 
that the period of adjustment shall be reduced by the period of time 
beginning on the date three months after the date of mailing of the 
Office communication notifying the applicant of the rejection, 
objection, argument, or other request and ending on the date the 
reply was filed. In this example, the period of time from three 
months after the written restriction (February 13, 2001) until the 
reply (April 6, 2001) is 52 days, and the period of time from three 
months after the notice of allowance (March 3, 2002) and the date 
the biological material deposit was made (March 15, 2002) is 12 
days, for a total reduction under Sec. 1.704(b) of 64 days. Sections 
1.704(c)(1) through 1.704(c)(16) as proposed set forth actions or 
inactions, each of which further constitutes a failure by the 
applicant to engage in reasonable efforts to conclude prosecution 
of an application. As applicable in this example, proposed Sec. 
1.704(c)(6) provides that a failure to file the basic filing fee of an 
application on filing will result in a reduction of any period of 
adjustment (Sec. 1.703) by the period between the application 
filing date and the submission of the basic filing fee, and proposed 
Sec. 1.704(c)(16) provides that the period of adjustment (Sec. 
1.703) shall not include any period that is prior to the actual filing 
date of the application that resulted in the patent. In this example, 
the period of time from filing of Application B (May 29, 2000) 
until submission of the basic filing fee (September 25, 2000) is 119 
days, and the period of adjustment does not include any period that 
is prior to May 29, 2000 (the actual filing date of Application B). 

Accordingly, the total period during which applicant failed to 
engage in reasonable efforts to conclude prosecution would be 64 
days (1.704(b)) plus 119 days (1.704(c)) for a total of 183 days. It 
should be noted that the reduction attributed to the extension of 
time (Sec. 1.704(b)) may be reduced if a proper showing pursuant 
to Sec. 1.705(c) is submitted after mailing of the notice of 
allowance and before or with payment of the issue fee. 

In this example, the period of adjustment pursuant to 35 U.S.C. 
154(b)(1 (Sec. 1.702 and Sec. 1.703) is 35 days, which is reduced 
by the 183-day period in which applicant failed to engage in 
reasonable efforts to conclude prosecution (Sec. 1.704). Since 35 is 
less than 183, there is no adjustment to the term of the patent 
issuing on Application B, whose projected expiration date remains 
January 2, 2018. 

In a second example: (1) An application is filed which includes 
a sequence listing as required by Sec. 1.821(c) on March 1, 2001; 
(2) a PTOL-1661 Notice stating that the computer readable form 
(CRF) was not in compliance with the requirements of Sec. 1.824 
was mailed by the Office on April 1, 2001; (3) Applicant submits 
a substitute or corrected CRF on May 1, 2001; (4) a second 
PTOL-1661 Notice stating that the corrected or substitute CRF is 
not in compliance with the requirements of Sec. 1.824 was mailed 
by the Office on June 1, 2001; (5) a second corrected CRF is 
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submitted on July 1, 2001; (6) a third PTOL-1661 Notice stating 
that the corrected or substitute CRF is not in compliance with the 
requirements of Sec. 1.824 was mailed by the Office on September 
1, 2001; (7) a third corrected CRF is submitted on October 1, 
2001; (8) a fourth PTOL-1661 Notice stating that the corrected or 
substitute CRF is not in compliance with the requirements of Sec. 
1.824 was mailed by the Office on December 1, 2002; (9) a fourth 
corrected CRF is submitted on January 1, 2002; (10) a fifth 
PTOL-1661 Notice stating that the corrected or substitute CRF is 
not in compliance with the requirements of Sec. 1.824 was mailed 
by the Office on February 1, 2002; (11) a proper CRF submission 
is filed on March 1, 2002; (12) an Office action (first action on the 
merits) is mailed on July 1, 2002; (13) an amendment is filed in 
reply (Sec. 1.111) to that Office action on October 1, 2002; (14) a 
second Office action is mailed on February 1, 2003; (15) an 
amendment is filed in reply to the second Office action on May 1, 
2003; (16) a third (final) Office action is mailed on September 1, 
2003; (17) an amendment is filed, which adopts the allowable 
subject matter noted in the final Office action, on November 1, 
2003; (18) a notice of allowance and notice of allowability are 
mailed by the Office on December |, 2003; (19) applicant provides 
the issue fee on January 1, 2004; (20) the patent issues on March 
1, 2004. 

The fourteen-month period set forth in 35 U.S.C. 
154(b)(1 (A)(i) (Secs. 1.702(a)(1) and 1.703(a)(1)) was not met by 
the mailing of the first Office action on July 1, 2002, by a 61-day 
period. The four-month time period set forth in 35 U.S.C. 
154(b)(1 (A)(ii) (Sec. 1.702(a)(2) and Sec. 1.703(a)(2)) was met 
for acting on the replies of October 1, 2002, May 1, 2003, and 
November 1, 2003. The four-month time period set forth in 35 
U.S.C. 154(b)(1)(A)iv\(Sec. 1.702(a)(4) and Sec. 1.703(a)(6)) 
was met as all formal requirements were satisfied on January 1, 
2004, and the patent was issued on March 1, 2004 (within four 
months of January 1, 2004). As the application was pending for 
three years (from March 1, 2001, to March 1, 2004), there is no 
adjustment pursuant to 35 U.S.C. 154(b)(1)(B)(Sec. 1.702(b) and 
Sec. 1.703(b)). In addition, as there was also no interference, 
secrecy order or appellate review in the application, there is no 
adjustment pursuant to 35 U.S.C. 154(b)(1)(C)(Sec. 1.702(b) 
through (e) and Sec. 1.703(c) through (e)). 

35 U.S.C. 154(b)(2)(C)(i) provides that the period of adjustment 
shall be reduced by the period of time during which applicant 
failed to engage in reasonable efforts to conclude prosecution of 
the application. Sections 1.704(b) and 1.704(c)(1) through 
1.704(c)(16) as proposed set forth actions or inactions, each of 
which constitutes a failure by the applicant to engage in reasonable 
efforts to conclude prosecution of an application. As applicable in 
this example, proposed Sec. 1.704(c)(9) provides that a failure to 
file an application with a sequence listing in compliance with Secs. 
1.821 through 1.825 will result in a reduction of any period of 
adjustment (Sec. 1.703) by the period between the application 
filing date and the date a sequence listing in compliance with Secs. 
1.821 through 1.825 is submitted. In this example, the period of 
time from filing date (March 1, 2001) and the filing of the correct 
CRF submission (March |, 2002) is 365 days. 

In this example, the period of adjustment pursuant to 35 U.S.C. 
154(b)(1)(Sec. 1.702 and Sec. 1.703) is 61 days, which is reduced 
by the 365-day period in which applicant failed to engage in 
reasonable efforts to conclude prosecution (Sec. 1.704). Since 61 is 
less than 365, there is no adjustment to the term of the patent, 
whose projected expiration date remains March |, 2021. 

In a third example: (1) An international application is filed in the 
United States Receiving Office on January 1, 2001; (2) a Demand 
for international preliminary examination is filed on July 1, 2002; 
(3) the documents and fees to fulfill the requirements of 35 U.S.C. 
371(c) (Sec. 1.495) were filed on July 1, 2003; (4) an Office action 
is mailed on November 1, 2003; (5) a reply to the first Office action 
is filed May 1, 2004, with a three-month extension of time; (6) a 
notice of allowance and notice of allowability are mailed on 
February 1, 2009; (7) applicant pays the issue fee on March 1, 
2009; (8) patent issues on July 1, 2010. 

The fourteen-month period set forth in 35 U.S.C. 
154(b)(1 (A)(i) (Secs. 1.702(a)(1) and 1.703(a)(1)) was met by the 
mailing of the first Office action on November 1, 2003, since the 
fourteen-month period is measured from the date on which the 
international application fulfilled the requirements of 35 U.S.C. 
371 (35 U.S.C. 154(b)(1)(A)G@)D). The four-month time period 
set forth in 35 U.S.C. 154(b)(1 (A)(ii) (Sec. 1.702(a)(2) and Sec. 
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1.703(a)(2)) was not met for acting on the reply of May 1, 2004, 
by a period of 1,614 days. The four-month time period set forth in 
35 U.S.C. 154(b)(1)(A)(iv)(Sec. 1.702(a)(4) and Sec. 1.703(a)(6)) 
was not met as all formal requirements were satisfied on March 1, 
2009, and the patent was issued on July 1, 2010, 365 days after the 
expiration of the four-month time period (on July 1, 2009) for 
issuing the patent. The application was pending for more than 
three years from January 1, 2001, to July 1, 2010, without 
continued examination under 35 U.S.C. 132(b), a proceeding 
under 35 U.S.C. 135(a) (interference), an order under 35 U.S.C. 
181 (secrecy order), or appellate review. 

Therefore, there is an adjustment pursuant to 35 U.S.C. 
154(b)(1)(B) (Sec. 1.702(b) and Sec. 1.703(b)) of 2,373 days. As 
there was no interference, secrecy order or appellate review in the 
application, there is no adjustment pursuant to 35 U.S.C. 
154(b)(1)(C)(Sec. 1.702(c) through (e) and Sec. 1.703(c) through 
(e)). 

35 U.S.C. 154(b)(2)(C)(i) provides that the period of adjustment 
shall be reduced by the period of time during which applicant 
failed to engage in reasonable efforts to conclude prosecution of 
the application. Section 1.704(c) as proposed sets forth that any 
time periods in excess of three months taken to reply to any notice 
or action by the Office shall each be deemed failures to engage in 
reasonable efforts to conclude prosecution of an application, and 
that the period of adjustment shall be reduced by the period of time 
beginning on the date three months after the date of mailing of the 
Office communication notifying the applicant of the rejection, 
objection, argument, or other request and ending on the date the 
reply was filed. In this example, the period of time from three 
months after the Office action (November 1, 2003) until the reply 
(May 1, 2004) is 90 days. Sections 1.704(c)(1) through 
1.704(c)(16) as proposed set forth actions or inactions, each of 
which further constitutes a failure by the applicant to engage in 
reasonable efforts to conclude prosecution of an application. As 
applicable in this example, proposed Sec. 1.704(c)(7) provides that 
a failure to fulfill the requirements of 35 U.S.C. 371(c) and Sec. 
1.494 or Sec. 1.495 in an international application will result in a 
reduction of any period of adjustment (Sec. 1.703) by the period 
between the date the application was filed under 35 U.S.C. 363 and 
the later date the application fulfilled the requirements of 35 
U.S.C. 371(c) and Sec. 1.494 or Sec. 1.495 or, if the oath or 
declaration (Sec. 1.497) is not executed by all of the inventors, the 
earliest of the date the application was accorded status under Sec. 
1.47, or four months after a grantable petition under Sec. 1.47 was 
filed. In this example, the period of time from filing (January 1, 
2001) and fulfillment of 35 U.S.C. 371(c) and Sec. 1.494 or Sec. 
1.495 (July 1, 2003) is 911 days. The total period during which 
applicant failed to engage in reasonable efforts to conclude 
prosecution would be 90 days (1.704(b)) plus 911 days (1.704(c)) 
for a total of 1,001 days. 

As set forth in Sec. 1.703(f), the term adjustment is the sum of 
the periods calculated under Sec. 703(a)-(e), to the extent the 
periods are not overlapping, less the sum of the periods calculated 
under Sec. 1.704. In this example, the period of adjustment 
pursuant to 35 U.S.C. 154(b)(1)(Sec. 1.703(b)) of 2,373 days 
overlaps entirely with the period of adjustment pursuant to 35 
U.S.C. 154(b)(1)(Sec. 1.703(a)) of 1,979 days. Consequently, 
1,001 days (the sum of the periods in which applicant failed to 
engage in reasonable efforts to conclude prosecution (Sec. 1.704)) 
is deducted from 2,373 days, which leaves a term adjustment of 
1,372 days. As a result, the projected expiration date of the patent 
is adjusted from January 1, 2021, to October 4, 2024. 

Section 1.705 as proposed implements the provisions of 35 
U.S.C. 154(b)(3) and (b)(4)(B). 

Section 1.705(a) as proposed indicates that the notice of 
allowance will include notification of any patent term adjustment 
under 35 U.S.C. 154(b) (35 U.S.C. 154(b)(3)(B)(i)). 

Section 1.705(b) as proposed provides that any request for 
review or reconsideration of the patent term adjustment indicated 
in the notice of allowance (except as provided in Sec. 1.705(d)) 
and any request for reinstatement of all or part of the term reduced 
pursuant to Sec. 1.704(b)(1) must be filed no later than payment of 
the issue fee but may not be filed earlier than the date of mailing 
of the notice of allowance. Section 1.705(b) as proposed provides 
that any such request must be by way of an application for patent 
term adjustment accompanied by the fee set forth in Sec. 1.18(e) 
and a statement of the facts involved. Section 1.705(b) as proposed 
also provides that such statement of facts must specify: (1) The 
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basis or bases under Sec. 1.702 for the adjustment; (2) the relevant 
dates as specified in Sec. 1.703(a) through (e) for which an 
adjustment is sought and the adjustment as specified in Sec. 
1.703(f) to which the patent is entitled; (3) whether the patent is 
subject to a terminal disclaimer and any expiration date specified 
in the terminal disclaimer; and (4) any circumstances during the 
prosecution of the application resulting in the patent that constitute 
a failure to engage in reasonable efforts to conclude processing or 
examination of such application as set forth in Sec. 1.704 (or that 
there were no such circumstances). Since the Office must complete 
its determination of patent term adjustment before proceeding to 
issue the patent (35 U.S.C. 154(b)(3)(D)), the Office must require 
that such application for patent term adjustment be filed within a 
non-extendable time period and set forth with particularity why the 
Office’s patent term adjustment determination is not correct. In the 
absence of these requirements, the issuance of the patent will be 
further delayed by a protracted patent term adjustment determina- 
tion proceeding. 

Section 1.705(c) as proposed implements the provisions of 35 
U.S.C. 154(b)(3)(C). Section 1.705(c) as proposed specifically 
provides that a request for reinstatement of all or part of the time 
reduced pursuant to Sec. 1.704(b)(1) for failing to reply to a 
rejection, objection, argument, or other request within three 
months of the date of mailing of the Office communication 
notifying the applicant of the rejection, objection, argument, or 
other request must include: (1) the fee set forth in Sec. 1.18(f); and 
(2) a showing to the satisfaction of the Director that, in spite of all 
due care, the applicant was unable to reply to the rejection, 
objection, argument, or other request within three months of the 
date of mailing of the Office communication notifying the appli- 
cant of the rejection, objection, argument, or other request. Section 
1.705(c) as proposed also provides that the Office shall not grant 
any request for reinstatement for more than three additional 
months for each reply beyond three months of the date of mailing 
of the Office communication notifying the applicant of the 
rejection, objection, argument, or other request (35 U.S.C. 
154(b)(3)(C)). 

Since the Office is obligated to provide a determination of patent 
term adjustment under 35 U.S.C. 154(b) in the notice of allowance 
(i.e., before the actual patent issue date), the Office must project (or 
estimate) the actual patent issue date and base its patent term 
adjustment determination on that projection. Thus, Sec. 1.705(d) 
as proposed provides for a request to change the period of patent 
term adjustment in the event that the patent is issued on a date 
other than the projected date of issue and this change necessitates 
a revision of the patent term adjustment indicated in the notice of 
allowance. Section 1.705(d) specifically provides that if the patent 
is issued on a date other than the projected date of issue and this 
change necessitates a revision of the patent term adjustment 
indicated in the notice of allowance, the patent will indicate the 
revised patent term adjustment. Section 1.705(d) also provides that 
if the patent indicates a revised patent term adjustment due to the 
patent being issued on a date other than the projected date of issue, 
any request for reconsideration of the patent term adjustment 
indicated in the patent must be filed within thirty days of the date 
the patent issued and must comply with the requirements of Sec. 
1.705(b)(1) and Sec. 1.705(b)(2). 

Section 1.705(e) as proposed provides that the periods set forth 
in this section are not extendable. As discussed above, the Office 
must set non-extendable time periods in Sec. 1.705 to avoid delay 
in the issuance of the patent. 

Section 1.705(f) as proposed implements the provisions of 35 
U.S.C. 154(b)(4)(B), and provides that no submission or petition 
on behalf of a third party concerning patent term adjustment under 
35 U.S.C. 154(b) will be considered by the Office, and that any 
such submission or petition, will be returned to the third party, or 
otherwise disposed of, at the convenience of the Office. 


Classification 
Regulatory Flexibility Act 


The Chief Counsel for Regulation of the Department of Com- 
merce certified to the Chief Counsel for Advocacy, Small Business 
Administration, that the changes proposed in this notice, if 
adopted, would not have a significant impact on a substantial 
number of small entities (Regulatory Flexibility Act, 5 U.S.C. 
605(b)). This rulemaking implements the provisions of Secs. 4401 
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and 4402 of the “American Inventors Protection Act of 1999.”’ 
The changes proposed in this notice (if adopted) would provide 
procedures for the Office’s patent term adjustment determination 
and for filing an application to request reconsideration of the 
Office’s patent term adjustment determination. 

The Office mails a notice of allowance in roughly 160,000 
applications each year. The Office’s patent term adjustment deter- 
mination will be a calculation based upon time periods involving 
the dates of various actions by the Office and the applicant during 
the application process. Because of the number of actions by the 
Office and the applicant during the application process, the Office 
anticipates that there will be disagreement on at least one of these 
dates in roughly fifteen percent of applications (24,000). Based 
upon the percentage of applicants who are small entities (thirty 
percent), the Office expects that 7,200 small entities will file an 
application requesting reconsideration of a patent term adjustment 
determination each year. Since a small entity applicant who 
exercises reasonable due care or diligence should be able to reply 
to any Office action or notice within three months, the Office does 
not anticipate that any small entities will file a request for 
reinstatement of reduced patent term adjustment (based upon a 
showing that the applicant was unable to reply to an Office action 
or notice within three months in spite of all due care). 

Filing an application requesting reconsideration of a patent term 
adjustment determination (as well as a request for reinstatement of 
reduced patent term adjustment) is optional. To obtain any benefit 
from an application requesting reconsideration of the Office’s 
patent term adjustment determination, the applicant must plan to 
pay the three maintenance fees required by law (35 U.S.C. 41(b)) 
to maintain a patent in force until the end of the non-adjusted 
patent term as specified in 35 U.S.C. 154. The current first, second, 
and third maintenance fees are $415.00, $950.00, and $1,455.00, 
respectively. Since the fee ($200.00) for filing an application 
requesting reconsideration of the Office’s patent term adjustment 
determination is less than one-tenth of the combined cost of these 
three maintenance fees (and the fee ($450.00) for filing a request 
for reinstatement of reduced patent term adjustment is less than 
one-sixth of the combined cost of these three maintenance fees), 
there will not be a significant economic impact on a substantial 


number of small entities due to the procedures for requesting 
reconsideration of the Office’s patent term adjustment determina- 
tion. 


Executive Order 13132 


This rulemaking does not contain policies with federalism 
implications sufficient to warrant preparation of a Federalism 
Assessment under Executive Order 13132 (August 4, 1999). 


Executive Order 12866 
This rulemaking has been determined to be not significant for 
purposes of Executive Order 12866 (September 30, 1993). 


Paperwork Reduction Act 


This notice of proposed rulemaking involves information col- 
lection requirements which are subject to review by the Office of 
Management and Budget (OMB) under the Paperwork Reduction 
Act of 1995 (44 U.S.C. 3501 et seq.). The collection of informa- 
tion involved in this notice of proposed rulemaking has been 
reviewed and previously approved by OMB under OMB control 
number 0651-0020. 

As required by the Paperwork Reduction Act of 1995 (44 U.S.C. 
3507(d)), the Patent and Trademark Office has submitted an 
information collection package to OMB for its review and ap- 
proval of the proposed information collections under OMB control 
number 0651-0020. The Patent and Trademark Office is submitting 
this information collection to OMB for its review and approval 
because this notice of proposed rulemaking will add the request for 
reconsideration of a patent term adjustment determination by the 
Patent and Trademark Office and the request for reinstatement of 
reduced patent term adjustment (based upon a showing that the 
applicant was unable to reply to an Office action or notice within 
three months in spite of all due care) provided for in 35 U.S.C. 
154(b)(3) to that collection. 

The title, description, and respondent description of the infor- 
mation collection is shown below with an estimate of the annual 
reporting burdens. Included in this estimate is the time for 
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reviewing instructions, gathering, and maintaining the data 
needed, and completing and reviewing the collection of informa- 
tion. The principal impact of the changes in this notice of proposed 
rulemaking is to implement the changes to Office practice neces- 
sitated by Sec. 4402 of the “American Inventors Protection Act of 
1999”’ (enacted into law by Sec. 1000(a)(9), Division B, of Public 
Law 106-113). 

OMB Number: 0651-0020. 

Title: Patent Term Extension. 

Form Numbers: None. 

Type of Review: Approved through September of 2001. 

Affected Public: Individuals or households, businesses or other 
for-profit, not-for-profit institutions, farms, Federal Government, 
and state, local, or tribal governments. 

Estimated Number of Respondents: 26,857. 

Estimated Time Per Response: 1.15 hour. 

Estimated Total Annual Burden Hours: 30,902 hours. 

Needs and Uses: The information supplied to the Patent and 
Trademark Office by an applicant requesting reconsideration of a 
patent term adjustment determination under 35 U.S.C. 154(b) 
(proposed Sec. 1.702 et seq.) is used by the Patent and Trademark 
Office to determine whether its determination of patent term 
adjustment under 35 U.S.C. 154(b) is correct, and whether the 
applicant is entitled to reinstatement of reduced patent term 
adjustment. The information supplied to the Patent and Trademark 
Office by an applicant seeking a patent term extension under 35 
U.S.C. 156 (Sec. 1.710 et seq.) is used by the Patent and 
Trademark Office, the Department of Health and Human Services, 
and the Department of Agriculture to determine the eligibility of a 
patent for extension and to determine the period of any such 
extension. The applicant can apply for patent term and interim 
extensions, petition the Patent and Trademark Office to review 
final eligibility decisions, withdraw patent term applications, and 
declare his or her eligibility to apply for a patent term extension. 

Comments are invited on: (1) Whether the collection of infor- 
mation is necessary for proper performance of the functions of the 
agency; (2) the accuracy of the agency’s estimate of the burden; 
(3) ways to enhance the quality, utility, and clarity of the 
information to be collected; and (4) ways to minimize the burden 
of the collection of information to respondents. 

Interested persons are requested to send comments regarding 
these information collections, including suggestions for reducing 
this burden, to Robert J. Spar, Director, Special Program Law 
Office, Patent and Trademark Office, Washington, D.C. 20231, or 
to the Office of Information and Regulatory Affairs of OMB, New 
Executive Office Building, 725 17th Street, N.W., Room 10235, 
Washington, D.C. 20503, Attention: Desk Officer for the Patent 
and Trademark Office. 

Notwithstanding any other provision of law, no person is 
required to respond to nor shall a person be subject to a penalty for 
failure to comply with a collection of information subject to the 
requirements of the Paperwork Reduction Act unless that collec- 
tion of information displays a currently valid OMB control 
number. 


List of Subjects in 37 CFR Part | 
Administrative practice and procedure, Courts, Freedom of 
information, Inventions and patents, Reporting and recordkeeping 


requirements, Small businesses. 


For the reasons set forth in the preamble, 37 CFR Part | is 
proposed to be amended as follows: 


PART 1--RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part | is revised to read as 
follows: 


Authority: 35 U.S.C. 2(b)(2), unless otherwise noted. 
2. Section 1.18 is amended by revising the section heading, 
adding and reserving paragraph (d), and adding paragraphs (e) and 


(f) to read as follows: 


Sec. 1.18 Patent post allowance (including issue) fees. 
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(d) [Reserved] 


(e) For filing an application for patent term adjustment under 
Sec. 1.705--$200.00 

(f) For filing a request for reinstatement of all or part of the term 
reduced pursuant to Sec. 1.704(b) in an application for patent term 
adjustment under Sec. 1.705--$450.00 


Subpart F--Adjustment and Extension of Patent Term 
3. The heading of subpart F is revised to read as set forth above. 


4. An undesignated center heading is added to Subpart F Sec. 
1.701 to read as follows: 


Adjustment of Patent Term due to Examination Delay 


5. Section 1.701 is amended by revising the section heading and 
adding paragraph (e) to read as follows: 


Sec. 1.701 Extension of patent term due to examination delay 
under the Uruguay Round Agreements Act (original applications, 
other than designs, filed on or after June 8, 1995, and before May 
29, 2000). 


a a a es 


(e) The provisions of this section apply only to original patents, 
except for design patents, issued on applications filed on or after 
June 8, 1995. 

6. Sections 1.702 through 1.705 are added to read as follows: 


Sec. 1.702 Grounds for adjustment of patent term due to exami- 
nation delay under the Patent Term Guarantee Act of 1999 
(original applications, other than designs, filed on or after May 29, 
2000). 


(a) Failure to take certain actions within specified time frames. 
Subject to the provisions of 35 U.S.C. 154(b) and this subpart, the 
term of an original patent shall be adjusted if the issuance of the 
patent was delayed due to the failure of the Office to: 

(1) Mail at least one of a notification under 35 U.S.C. 132 or a 
notice of allowance under 35 U.S.C. 151 not later than fourteen 
months after the date on which the application was filed under 35 
U.S.C. 111(a) or fulfilled the requirements of 35 U.S.C. 371; 

(2) Respond to a reply under 35 U.S.C. 132 or to an appeal taken 
under 35 U.S.C. 134 not later than four months after the date on 
which the reply was filed or the appeal was taken; 

(3) Act on an application not later than four months after the 
date of a decision by the Board of Patent Appeals and Interferences 
under 35 U.S.C. 134 or 135 or a decision by a Federal court under 
35 U.S.C. 141, 145, or 146 where allowable claims remain in the 
application; or 

(4) Issue a patent not later than four months after the date on 
which the issue fee was paid under 35 U.S.C. 151 and all 
outstanding requirements were satisfied. 

(b) Failure to issue a patent within three years of the actual filing 
date of the application. Subject to the provisions of 35 U.S.C. 
154(b) and this subpart, the term of an original patent shall be 
adjusted if the issuance of the patent was delayed due to the failure 
of the Office to issue a patent within three years after the actual 
filing date of the application, not including: 

(1) Any time consumed by continued examination of the 
application under 35 U.S.C. 132(b); 

(2) Any time consumed by an interference proceeding under 35 
U.S.C. 135(a); 


(3) Any time consumed by the imposition of a secrecy order 
under 35 U.S.C. 181; 


(4) Any time consumed by review by the Board of Patent 
Appeals and Interferences or a Federal court; or 

(5) Any delay in the processing of the application by the Office 
that was requested by the applicant. 

(c) Delays caused by interference proceedings. Subject to the 
provisions of 35 U.S.C. 154(b) and this subpart, the term of an 
original patent shall be adjusted if the issuance of the patent was 
delayed due to interference proceedings under 35 U.S.C. 135(a). 
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(d) Delays caused by secrecy order. Subject to the provisions of 
35 U.S.C. 154(b) and this subpart, the term of an original patent 
shall be adjusted if the issuance of the patent was delayed due to 
the application being placed under a secrecy order under 35 U.S.C. 
181. 

(e) Delays caused by successful appellate review. Subject to the 
provisions of 35 U.S.C. 154(b) and this subpart, the term of an 
original patent shall be adjusted if the issuance of the patent was 
delayed due to review by the Board of Patent Appeals and 
Interferences under 35 U.S.C. 134 or by a Federal court under 35 
U.S.C. 141 or 145, if the patent was issued pursuant to decision 
reversing an adverse determination of patentability. 

(f) The provisions of this section and Secs. 1.703 through 1.705 
apply only to original applications, except applications for a design 
patent, filed on or after May 29, 2000, and patents issued on such 
applications. 


Sec. 1.703 Period of adjustment of patent term due to examination 
delay. 


(a) The period of adjustment under Sec. 1.702(a) is the sum of 
the following periods, to the extent that the periods are not 
overlapping: 

(1) The number of days, if any, in the period beginning on the 
date fourteen months after the date on which the application was 
filed under 35 U.S.C. 111(a) or fulfilled the requirements of 35 
U.S.C. 371 and ending on the date of mailing of either an action 
under 35 U.S.C. 132, or a notice of allowance under 35 U.S.C. 
151, whichever occurs first; 

(2) The number of days, if any, in the period beginning on the 
date four months after the date a reply under Sec. 1.111 was filed 
and ending on the date of mailing of an action under 35 U.S.C. 
132, or a notice of allowance under 35 U.S.C. 151, whichever 
occurs first; 

(3) The number of days, if any, in the period beginning on the 
date four months after the date a reply in compliance with Sec. 
1.113 was filed and ending on the date of mailing of an action 
under 35 U.S.C. 132, or a notice of allowance under 35 U.S.C. 
151, whichever occurs first; 

(4) The number of days, if any, in the period beginning on the 
date four months after the date a notice of appeal to the Board of 
Patent Appeals and Interferences under 35 U.S.C. 134 and Sec. 
1.191 was filed and ending on the date of mailing of an examiner’s 
answer under Sec. 1.193, an action under 35 U.S.C. 132, or a 
notice of allowance under 35 U.S.C. 151, whichever occurs first; 

(5) The number of days, if any, in the period beginning on the 
date four months after the date of a final decision by the Board of 
Patent Appeals and Interferences or by a Federal court in an appeal 
under 35 U.S.C. 141 or a civil action under 35 U.S.C. 145 or 146 
in an application containing allowable claims and ending on the 
date of mailing of either an action under 35 U.S.C. 132 or a notice 
of allowance under 35 U.S.C. 151, whichever occurs first; and 

(6) The number of days, if any, in the period beginning on the 
date four months after the date the issue fee was paid and all 
outstanding requirements were satisfied and ending on the date a 
patent was issued. 

(b) The period of adjustment under Sec. 1.702(b) is the number 
of days, if any, in the period beginning on the date three years after 
the actual filing date of the application and ending on the date a 
patent was issued, but not including the sum of the following 
periods: 

(1) The number of days, if any, in the period beginning on the 
date on which a request for continued examination of the appli- 
cation under 35 U.S.C. 132(b) was filed and ending on the date the 
patent was issued; 

(2)(i) The number of days, if any, in the period beginning on the 
date an interference was declared or redeclared to involve the 
application in the interference and ending on the date that the 
interference was terminated with respect to the application; and 

(ii) The number of days, if any, in the period beginning on the 
date prosecution in the application was suspended by the Office 
due to interference proceedings under 35 U.S.C. 135(a) not 
involving the application and ending on the date of the termination 
of the suspension; 

(3)(i) The number of days, if any, the application was main- 
tained in a sealed condition under 35 U.S.C. 181; 
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(ii) The number of days, if any, in the period beginning on the 
date of mailing of an examiner’s answer under Sec. 1.193 in the 
application under secrecy order and ending on the date the secrecy 
order was removed; 

(iii) The number of days, if any, in the period beginning on the 
date applicant was notified that an interference would be declared 
but for the secrecy order and ending on the date the secrecy order 
was removed; and 

(iv) The number of days, if any, in the period beginning on the 
date of notification under Sec. 5.3(c) of this chapter and ending on 
the date of mailing of the notice of allowance under Sec. 1.311; 
and, 

(4) The number of days, if any, in the period beginning on the 
date on which a notice of appeal to the Board of Patent Appeals 
and Interferences was filed under 35 U.S.C. 134 and Sec. 1.191 
and ending on the date of a final decision by the Board of Patent 
Appeals and Interferences or by a Federal court in an appeal under 
35 U.S.C. 141 or a civil action under 35 U.S.C. 145. 

(c) The period of adjustment under Sec. 1.702(c) is the sum of 
the following periods, to the extent that the periods are not 
overlapping: 

(1) The number of days, if any, in the period beginning on the 
date an interference was declared or redeclared to involve the 
application in the interference and ending on the date that the 
interference was terminated with respect to the application; and 

(2) The number of days, if any, in the period beginning on the 
date prosecution in the application was suspended by the Office 
due to interference proceedings under 35 U.S.C. 135(a) not 
involving the application and ending on the date of the termination 
of the suspension. 

(d) The period of adjustment under Sec. 1.702(d) is the sum of 
the following periods, to the extent that the periods are not 
overlapping: 

(1) The number of days, if any, the application was maintained 
in a sealed condition under 35 U.S.C. 181; 

(2) The number of days, if any, in the period beginning on the 
date of mailing of an examiner's answer under Sec. 1.193 in the 
application under secrecy order and ending on the date the secrecy 
order was removed; 

(3) The number of days, if any, in the period beginning on the 
date applicant was notified that an interference would be declared 
but for the secrecy order and ending on the date the secrecy order 
was removed; and 

(4) The number of days, if any, in the period beginning on the 
date of notification under Sec. 5.3(c) of this chapter and ending on 
the date of mailing of the notice of allowance under Sec. 1.311. 

(e) The period of adjustment under Sec. 1.702(e) is the sum of 
the number of days, if any, in the period beginning on the date on 
which a notice of appeal to the Board of Patent Appeals and 
Interferences was filed under 35 U.S.C. 134 and Sec. 1.191 and 
ending on the date of a final decision in favor of the applicant by 
the Board of Patent Appeals and Interferences or by a Federal court 
in an appeal under 35 U.S.C. 141 or a civil action under 35 U.S.C. 
145. 

(f) The adjustment will run from the expiration date of the patent 
as set forth in 35 U.S.C. 154(a)(2). To the extent that periods of 
adjustment attributable to the grounds specified in Sec. 1.702 
overlap, the period of adjustment granted under this section shall 
not exceed the actual number of days the issuance of the patent 
was delayed. The term of a patent entitled to adjustment under Sec. 
1.702 and this section shall be adjusted for the sum of the periods 
calculated under paragraphs (a) through (e) of this section, to the 
extent that such periods are not overlapping, less the sum of the 
periods calculated under Sec. 1.704. The date indicated on any 
certificate of mailing or transmission under Sec. 1.8 shall not be 
taken into account in this calculation. 

(g) No patent the term of which has been disclaimed beyond 
specified date shall be adjusted under Sec. 1.702 and this section 
beyond the expiration date specified in the disclaimer. 


Sec. 1.704 Reduction of period of adjustment of patent term. 


(a) The period of adjustment of the term of a patent under Sec. 
1.703(a) through (e) shall be reduced by a period equal to the 
period of time during which the applicant failed to engage in 
reasonable efforts to conclude prosecution (processing or exami- 
nation) of the application. 
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(b) With respect to the ground for adjustment set forth in Sec. 
1.702(a) through (e), and in particular the ground of adjustment set 
forth in Sec. 1.702(b), an applicant shall be deemed to have failed 
to engage in reasonable efforts to conclude processing or exami- 
nation of the application for the cumulative total of any periods of 
time in excess of three months that are taken to reply to any notice 
or action by the Office making any rejection, objection, argument, 
or other request, measuring such three-month period from the date 
the notice or action was mailed or given to the applicant, in which 
case the period of adjustment set forth in Sec. 1.703 shall be 
reduced by the number of days, if any, beginning on the date three 
months after the date of mailing of the Office communication 
notifying the applicant of the rejection, objection, argument, or 
other request and ending on the date the reply was filed. 

(c) Circumstances that constitute a failure of the applicant to 
engage in reasonable efforts to conclude processing or examina- 
tion of the application also include the following circumstances, 
which will result in the following reduction of the period of 
adjustment set forth in Sec. 1.703 to the extent that the periods are 
not overlapping: 

(1) Suspension of action under Sec. 1.103 at the applicant’s 
request, in which case the period of adjustment set forth in Sec. 
1.703 shall be reduced by the number of days, if any, beginning on 
the date a request for suspension of action under Sec. 1.103 was 
filed and ending on the date of the termination of the suspension; 

(2) Deferral of issuance of a patent under Sec. 1.314, in which 
case the period of adjustment set forth in Sec. 1.703 shall be 
reduced by the number of days, if any, beginning on the date a 
request for deferral of issuance of a patent under Sec. 1.314 was 
filed and ending on the date the patent was issued; 

(3) Abandonment of the application or late payment of the issue 
fee, in which case the period of adjustment set forth in Sec. 1.703 
shall be reduced by the number of days, if any, beginning on the 
date of abandonment or the date after the day the issue fee was due 
and ending on the date of mailing of the decision reviving the 
application or accepting late payment of the issue fee; 

(4) Failure to file a petition to withdraw the holding of 
abandonment or to revive an application within two months from 
the mailing date of a notice of abandonment, in which case the 
period of adjustment set forth in Sec. 1.703 shall be reduced by the 
number of days, if any, beginning on the date two months from the 
mailing date of a notice of abandonment and ending on the date a 
petition to withdraw the holding of abandonment or to revive the 
application was filed; 

(5) Conversion of a provisional application under 35 U.S.C. 
111(b) to a nonprovisional application under 35 U.S.C. 111(a) 
pursuant to 35 U.S.C. 111(b)(5), in which case the period of 
adjustment set forth in Sec. 1.703 shall be reduced by the number 
of days, if any, beginning on the date the application was filed 
under 35 U.S.C. 111(b) and ending on the date a request in 
compliance with Sec. 1.53(c)(3) to convert the provisional appli- 
cation into a nonprovisional application was filed; 

(6) Failure to file the basic filing fee (Sec. 1.16(a) or (g)), any 
English language translation required by Sec. 1.52(d), or an oath or 
declaration (Sec. 1.63) executed by all of the inventors in an 
application under 35 U.S.C. 111(a), in which case the period of 
adjustment set forth in Sec. 1.703 shall be reduced by the number 
of days, if any, beginning on the date the application was filed and 
ending on the later of the date the applicant supplied the basic 
filing fee (Sec. 1.16), supplied any English language translation 
required by Sec. 1.52(d), and either supplied an oath or declaration 
(Sec. 1.63) executed in compliance with Sec. 1.64 or, if the oath or 
declaration was not executed by all of the inventors, the earliest of 
date the application was accorded status under Sec. 1.47 or four 
months after a grantable petition under Sec. 1.47 was filed; 

(7) Failure to fulfill the requirements of 35 U.S.C. 371(c) and 
Sec. 1.494 or Sec. 1.495 in an international application, in which 
case the period of adjustment set forth in Sec. 1.703 shall be 
reduced by the number of days, if any, beginning on the date the 
application was filed under 35 U.S.C. 363 and the later of the date 
the application fulfilled the requirements of 35 U.S.C. 371(c) and 
Sec. 1.494 or Sec. 1.495 or, if the oath or declaration (Sec. 1.497) 
is not executed by all of the inventors, the earliest of date the 
application was accorded status under Sec. 1.47 or four months 
after a grantable petition under Sec. 1.47 was filed; 

(8) Failure to request the national stage of processing in an 
international application if the application fulfills the requirements 
of 35 U.S.C. 371(c) and Sec. 1.494 or Sec. 1.495 before the 
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expiration of the applicable time period set forth in Sec. 1.494(b) 
or Sec. 1.495(b), in which case the period of adjustment set forth 
in Sec. 1.703 shall be reduced by the number of days, if any, 
beginning on the date the application was filed under 35 U.S.C. 
363 and ending on the earlier of date of expiration of the applicable 
time period in Sec. 1.494(b) or Sec. 1.495(b) or the date on which 
an express request for national stage of processing is filed; 

(9) Failure to file an application with a specification on papers 
in compliance with Sec. 1.52 and having a title and abstract in 
compliance with Sec. 1.72, drawings in compliance with Sec. 1.84 
(if applicable), and a sequence listing in compliance with Secs. 
1.821 through 1.825 (if applicable), in which case the period of 
adjustment set forth in Sec. 1.703 shall be reduced by the number 
of days, if any, beginning on the filing date of the application and 
ending on the date the application contains a specification on 
papers in compliance with Sec. 1.52 and having an abstract (Sec. 
1.72(b)), drawings in compliance with Sec. 1.84 (if applicable), 
and a sequence listing in compliance with Secs. 1.821 through 
1.825 (if applicable); 

(10) Submission of a preliminary amendment or other prelimi- 
nary paper less than one month before the mailing of an Office 
action under 35 U.S.C. 132 or notice of allowance under 35 U.S.C. 
151 that requires the mailing of a supplemental Office action or 
notice of allowance, in which case the period of adjustment set 
forth in Sec. 1.703 shall be reduced by the number of days, if any, 
beginning on the mailing date of the original Office action or 
notice of allowance and ending on the mailing date of the 
supplemental Office action or notice of allowance; 

(11) Submission of a reply having an omission under Sec. 
1.135(c), in which case the period of adjustment set forth in Sec. 
1.703 shall be reduced by the number of days, if any, beginning on 
the date the reply having an omission was filed and ending on the 
date that the omission was filed; 

(12) Submission of a supplemental reply or other paper after 
reply has been filed, in which case the period of adjustment set 
forth in Sec. 1.703 shall be reduced by the number of days, if any, 
beginning on the date the initial reply was filed and ending on the 
date that the supplemental reply or other such paper was filed; 

(13) Failure to file an appeal brief (and brief fee) in compliance 
with Sec. 1.192 with a notice of appeal to the Board of Patent 
Appeals and Interferences under 35 U.S.C. 134 and Sec. 1.191, in 
which case the period of adjustment set forth in Sec. 1.703 shall be 
reduced by the number of days, if any, beginning on the date a 
notice of appeal to the Board of Patent Appeals and Interferences 
under 35 U.S.C. 134 and Sec. 1.191 was filed and ending on the 
day an appeal brief in compliance with Sec. 1.192 was filed, or, if 
no appeal brief under Sec. 1.192 is filed, ending on the day an 
amendment in compliance with Sec. 1.113 was filed; 

(14) Submission of an amendment or other paper after a 
decision by the Board of Patent Appeals and Interferences, other 
than a decision designated as containing a new ground of rejection 
under Sec. 1.196(b) or statement under Sec. 1.196(c), or a decision 
by a Federal court less than one month before the mailing of an 
Office action under 35 U.S.C. 132 or notice of allowance under 35 
U.S.C. 151 that requires the mailing of a supplemental Office 
action or supplemental notice of allowance, in which case the 
period of adjustment set forth in Sec. 1.703 shall be reduced by the 
number of days, if any, beginning on the mailing date of the 
original Office action or notice of allowance and ending on the 
mailing date of the supplemental Office action or notice of 
allowance; 

(15) Submission of an amendment under Sec. 1.312 or other 
paper after a notice of allowance has been given or mailed, in 
which case the period of adjustment set forth in Sec. 1.703 shall be 
reduced by the lesser of: 

(i) The number of days, if any, beginning on the date the 
amendment under Sec. 1.312 or other paper was filed and ending 
on the mailing date of the Office action or notice in response to the 
amendment under Sec. 1.312 or such other paper; or 

(ii) Four months; and 

(16) Further prosecution via a continuing application, in which 
case the period of adjustment set forth in Sec. 1.703 shall not 
include any period that is prior to the actual filing date of the 
application that resulted in the patent. 


Sec. 1.705 Patent term adjustment determination. 
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(a) The notice of allowance will include notification of any 
patent term adjustment under 35 U.S.C. 154(b). 


(b) Any request for reconsideration of the patent term adjust- 
ment indicated in the notice of allowance, except as provided in 
paragraph (d) of this section, and any request for reinstatement of 
all or part of the term reduced pursuant to Sec. 1.704(b) must be 
by way of an application for patent term adjustment. An applica- 
tion for patent term adjustment under this section must be filed no 
later than payment of the issue fee but may not be filed earlier than 
the date of mailing of the notice of allowance. An application for 
patent term adjustment under this section must be accompanied 
by: 

(1) The fee set forth in Sec. 1.18(e); and 

(2) A statement of the facts involved, specifying: 

(i) The correct patent term adjustment and the basis or bases 
under Sec. 1.702 for the adjustment; 


(ii) The relevant dates as specified in Sec. 1.703(a) through (e) 
for which an adjustment is sought and the adjustment as specified 
in Sec. 1.703(f) to which the patent is entitled; 


(iii) Whether the patent is subject to a terminal disclaimer and 
any expiration date specified in the terminal disclaimer; and 


(iv)(A) Any circumstances during the prosecution of the appli- 
cation resulting in the patent that constitute a failure to engage in 
reasonable efforts to conclude processing or examination of such 
application as set forth in Sec. 1.704; or 


(B) That there were no circumstances constituting a failure to 
engage in reasonable efforts to conclude processing or examina- 
tion of such application as set forth in Sec. 1.704. 


(c) Any application for patent term adjustment under this section 
that requests reinstatement of all or part of the term reduced 
pursuant to Sec. 1.704(b) for failing to reply to a rejection, 
objection, argument, or other request within three months of the 
date of mailing of the Office communication notifying the appli- 
cant of the rejection, objection, argument, or other request must 
also be accompanied by: 


(1) The fee set forth in Sec. 1.18(f); and 


(2) A showing to the satisfaction of the Director that, in spite of 
all due care, the applicant was unable to reply to the rejection, 
objection, argument, or other request within three months of the 
date of mailing of the Office communication notifying the appli- 
cant of the rejection, objection, argument, or other request. The 
Office shall not grant any request for reinstatement for more than 
three additional months for each reply beyond three months of the 
date of mailing of the Office communication notifying the appli- 
cant of the rejection, objection, argument, or other request. 


(d) If the patent is issued on a date other than the projected date 
of issue and this change necessitates a revision of the patent term 
adjustment indicated in the notice of allowance, the patent will 
indicate the revised patent term adjustment. If the patent indicates 
a revised patent term adjustment due to the patent being issued on 
a date other than the projected date of issue, any request for 
reconsideration of the patent term adjustment indicated in the 
patent must be filed within thirty days of the date the patent issued 
and must comply with the requirements of paragraphs (b)(1) and 
(b)(2) of this section. 


(e) The periods set forth in this section are not extendable. 


(f) No submission or petition on behalf of a third party 
concerning patent term adjustment under 35 U.S.C. 154(b) will be 
considered by the Office. Any such submission or petition will be 
returned to the third party, or otherwise disposed of, at the 
convenience of the Office. 

7. A undesignated center heading is added to Subpart F before 
Sec. 1.710 to read as follows: 

Extension of Patent Term due to Regulatory Review 
March 24, 2000 Q. TODD DICKINSON 
Assistant Secretary of Commerce 
and Commissioner of 
Patents and Trademarks 
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(127) Department of Commerce 
Patent and Trademark Office 
37 CFR Parts 1 and 3 
{Docket No. 9504087-5087-01] 
RIN: 0651-AA76 


Changes to Implement 20-Year Patent 
Term and Provisional Applications 


Agency: Patent and Trademark Office, Commerce. 
Action: Final rule. 


Summary: The Patent and Trademark Office (PTO) is amending 
the rules of practice in patent cases, Parts 1 and 3 of title 37, Code 
of Federal Regulations, to establish procedures for: (1) filing and 
processing provisional application papers; (2) calculating the 
length of any patent term extension to which an applicant is 
entitled where the issuance of a patent on an application filed on or 
after June 8, 1995 (the implementation date of the 20-year patent 
term provisions of the Uruguay Round Agreements Act), other 
than for designs, was delayed due to interference proceedings, the 
imposition of a secrecy order and/or appellate review; and (3) 
implementing certain transitional provisions contained in the 
Uruguay Round Agreements Act. 


Effective Date: June 8, 1995. 


For Further Information Contact: Magdalen Y. Greenlief or John 
F. Gonzales, Senior Legal Advisors, Office of the Deputy Assistant 
Commissioner for Patent Policy and Projects, by telephone at 
(703) 305-9285, by fax at (703) 308-6916 or by mail marked to 
their attention and addressed to the Commissioner of Patents and 
Trademarks, Box DAC, Washington, D.C. 20231. 


Supplementary Information: The Uruguay Round Agreements Act 
(Public Law 103-465) was enacted on December 8, 1994. Public 
Law 103-465 amends 35 U.S.C. 154 to provide that the term of 
patent protection begins on the date of grant and ends 20 years 
from the filing date of the application. The amendment applies to 
all utility and plant patents issued on applications having an actual 
United States application filing date on or after June 8, 1995. 
Specifically, 35 U.S.C. 154(a)(2), as contained in Public Law 
103-465, provides that the patent term will begin on the date on 
which the patent issues and will end twenty years from the date on 
which the application was filed in the United States. If the 
application contains a specific reference to an earlier application 
under 35 U.S.C. 120, 121 or 365(c), the patent term will end 
twenty years from the date on which the earliest application 
referred to was filed. As amended by Public Law 103-465, 35 
U.S.C. 154 does not take into account for determination of the 
patent term any application on which priority is claimed under 35 
U.S.C. 119, 365(a) or 365(b). 

Under 35 U.S.C. 154(b)(1), as contained in Public Law 103- 
465, if the issuance of an original patent is delayed due to 
interference proceedings under 35 U.S.C. 135(a) or because the 
application is placed under a secrecy order under 35 U.S.C. 181, 
the term of the patent shall be extended for the period of delay, but 
in no case more than five (5) years. 

Under 35 U.S.C. 154(b)(2), as contained in Public Law 103- 
465, if the issuance of a patent is delayed due to appellate review 
by the Board of Patent Appeals and Interferences or by a Federal 
court and the patent is issued pursuant to a decision in the review 
reversing an adverse determination of patentability, the term of the 
patent shall be extended for a period of time but in no case more 
than five (5) years. However, a patent shall not be eligible for 
extension under 35 U.S.C. 154(b)(2) if the patent is subject to a 
terminal disclaimer due to the issuance of another patent claiming 
subject matter that is not patentably distinct from that under 
appellate review. 

Under 35 U.S.C. 154(b)(3)(B) and 154(b)(3)(C), as contained in 
Public Law 103-465, the period of extension under 35 U.S.C. 
154(b)(2) shall be reduced by any time attributable to appellate 
review before the expiration of three (3) years from the filing date 
of the application and for any period of time during which the 
applicant for patent did not act with due diligence, as determined 
by the Commissioner. 
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Under 35 U.S.C. 154(b)(4), as contained in Public Law 103- 
465, the total duration of all extensions of a patent under 35 U.S.C. 
154(b) shall not exceed five (5) years. 

The provisions for patent term extension under 35 U.S.C. 154(b) 
are separate from and in addition to the patent term extension 
provisions of 35 U.S.C. 156. The patent term extension provisions 
of 35 U.S.C. 154(b) are designed to compensate the patent owner 
for delays in issuing a patent, whereas the patent term extension 
provisions of 35 U.S.C. 156 are designed to restore term lost to 
premarket regulatory review after the grant of a patent. In order to 
prevent a term extension under 35 U.S.C. 154(b) from precluding 
a term extension under 35 U.S.C. 156, Public Law 103-465 
amends 35 U.S.C. 156(a)(2) to specify that the term has never been 
extended under 35 U.S.C. 156(e)(1). 

The 20-year patent term provision is contained in 35 U.S.C. 
154, as amended by Public Law 103-465. Section 154 of title 35, 
United States Code, applies to utility and plant patents, but not to 
design patents. The term of a design patent is defined in 35 U.S.C. 
173 as fourteen (14) years from the date of grant. Therefore, the 
patent term and patent term extension provisions set forth in 35 
U.S.C. 154, as amended by Public Law 103-465, do not apply to 
patents for designs. 

In addition, Public Law 103-465 establishes a domestic priority 
system. In accordance with the provisions of the Paris Convention 
for the Protection of Industrial Property, the term of a patent 
cannot include the Paris Convention priority period. Public Law 
103-465 provides a mechanism to enable applicants to quickly and 
inexpensively file provisional applications. Applicants will be 
entitled to claim the benefit of priority in a given application based 
upon a previously filed provisional application in the United 
States. The domestic priority period will not count in the measure- 
ment of the term. 

Section 111 of title 35, United States Code, was amended by 
Public Law 103-465 to provide for the filing of a provisional 
application on or after June 8, 1995. Section 41(a)(1) of title 35, 
United States Code, was amended by Public Law 103-465 to 
provide a $150.00 filing fee for each provisional application, 
subject to a fifty (SO) percent reduction for a small entity. The 
requirements for obtaining a filing date for a provisional applica- 
tion are the same as those which previously existed for an 
application filed under 35 U.S.C. 111, except that no claim or 
claims as set forth in 35 U.S.C. 112, second paragraph, is required. 
Moreover, no oath/declaration as set forth in 35 U.S.C. 115 is 
required. The provisional application is also not subject to the 
provisions of 35 U.S.C. 131, 135 and 157, i.e., a provisional 
application will not be examined for patentability, placed in 
interference or made the subject of a statutory invention registra- 
tion. Further, the provisional application will automatically be 
abandoned no later than twelve (12) months after its filing date and 
will not be subject to revival to restore it to pending status beyond 
a date which is after twelve (12) months from its filing date. A 
provisional application will not be entitled to claim priority 
benefits based on any other application under 35 U.S.C. 119, 120, 
121 or 365. 

Also, Public Law 103-465 amended 35 U.S.C. 119 to allow an 
applicant to claim the benefit of the filing date of one or more 
copending provisional applications in a later filed application for 
patent under 35 U.S.C. 111(a) or 363. The later filed application 
for patent under 35 U.S.C. 111(a) or 363 must be filed by an 
inventor or inventors named in the copending provisional appli- 
cation not later than 12 months after the date on which the 
provisional application was filed and must contain or be amended 
to contain a specific reference to the provisional application. The 
provisional application must disclose an invention which is 
claimed in the application for patent under 35 U.S.C. 111(a) or 363 
in the manner provided by the first paragraph of 35 U.S.C. 112. In 
addition, the provisional application must be pending on the filing 
date of the application for patent under 35 U.S.C. 111(a) or 363 
and the filing fee set forth in subparagraph (A) or (C) of 35 U.S.C. 
41(a)(1) must be paid. 

Since 35 U.S.C. 154(a)(3), as contained in Public Law 103-465, 
excludes from the determination of the patent term any application 
on which priority is claimed under 35 U.S.C. 119, 365(a) or 
365(b), the filing date of a provisional application is not considered 
in determining the term of any patent. 

Section 119(e)(1) of title 35, United States Code, provides that 
if all of the conditions of 35 U.S.C. 119(e)(1) and (e)(2) are met, 
an application for patent filed under 35 U.S.C. 111(a) or 363 shall 
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have the same effect as though filed on the date of the provisional 
application. Thus, the effective United States filing date of an 
application for patent filed under 35 U.S.C. 111(a), and entitled to 
benefits under 35 U.S.C. 119(e), is the filing date of the provisional 
application. Any patent granted on such an application, is prior art 
under 35 U.S.C. 102(e) as of the filing date of the provisional 
application. 

Likewise, the effective United States filing date of a patent 
issued on an international application filed under 35 U.S.C. 363, 
and entitled to benefits under 35 U.S.C. 119(e), is the filing date of 
the provisional application, except for the purpose of applying that 
patent as prior art under 35 U.S.C. 102(e). For that purpose only, 
35 U.S.C. 102(e) defines the filing date of the international 
application as the date the requirements of 35 U.S.C. 371(c)(1), 
(c)(2) and (c)(4) were fulfilled. 

Public Law 103-465 further includes transitional provisions for 
limited reexamination in certain applications pending for two (2) 
years or longer as of June 8, 1995, taking into account any 
reference to any earlier application under 35 U.S.C. 120, 121 or 
365(c). The transitional provisions also permit examination of 
more than one independent and distinct invention in certain 
applications pending for three (3) years or longer as of June 8, 
1995, taking into account any reference to any earlier application 
under 35 U.S.C. 120, 121 or 365(c). These transitional provisions 
are not applicable to any application which is filed after June 8, 
1995, regardless of whether the application is a continuing 
application. 

The amendments to title 35 relating to 20-year patent term, 
patent term extension, provisional applications and the transitional 
provisions are effective on the date which is six (6) months after 
the date of enactment, i.e., on June 8, 1995. 

A Notice of Proposed Rulemaking was published in the Federal 
Register at 59 FR 63951 (December 12, 1994) and in the Patent 
and Trademark Office Official Gazette at 1170 Off. Gaz. Pat. Office 
377-390 (January 3, 1995). 

Forty-nine written comments were received in response to the 
Notice of Proposed Rulemaking. A public hearing was held at 9:30 
a.m. on February 16, 1995. Fourteen individuals offered oral 
comments at the hearing. The forty-nine written comments and a 
transcript of the hearing are available for public inspection in the 
Special Program Law Office, Office of the Deputy Assistant 
Commissioner for Patent Policy and Projects, Room 520, Crystal 
Park I, 2011 Crystal Drive, Arlington, Virginia, and are available 
on the Internet through anonymous file transfer protocol (ftp), 
address: ftp.uspto.gov. 

The following includes a discussion of the rules being added or 
amended, the reasons for those additions and amendments and an 
analysis of the comments received in response to the Notice of 
Proposed Rulemaking. 

Changes in text: The final rules contain numerous changes to 
the text of the rules as proposed for comment. Those changes are 
discussed below. Familiarity with the Notice of Proposed Rule- 
making is assumed. 

Section 1.9(a)(1) is being changed for clarity to define a national 
application as a U.S. application for patent which was either filed 
in the Office under 35 U.S.C. 111, or which entered the national 
Stage from an international application after compliance with 35 
U.S.C. 371. Also, a new paragraph (a)(3) is being added to define 
the term “nonprovisional application” as a U.S. national applica- 
tion for patent which was either filed in the Office under 35 U.S.C. 
111(a), or which entered the national stage from an international 
application after compliance with 35 U.S.C. 371. 

The proposed deletion of § 1.60 is being withdrawn. Therefore, 
§ 1.17(i) is being changed to retain the reference to § 1.60. 

Section § 1.17(q) is being changed to delete the fifty (50) 
percent reduction for small entities in the $50.00 fee established 
for filing a petition under § 1.48 in a provisional application and a 
petition to accord a provisional application a filing date or to 
convert an application filed under § 1.53(b)(1) to a provisional 
application. 

Sections § 1.17(r) and (s) are being changed to include a fifty 
(50) percent reduction for small entities in the fees established for 
entry of a submission after final rejection under § 1.29(a) and for 
each additional invention requested to be examined under § 
1.29(b). In the final rule, the fee required by § 1.17(r) and § 1.17(s) 
from a small entity is $365.00. The fee required from other than a 
small entity is $730.00. 
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The elimination of the small entity reduction in § 1.17(q) and 
the addition of the small entity reduction in § 1.17(r) and (s) are the 
result of additional review, which resulted in the conclusion that 
the fees established for the transitional procedures in § 1.29(a) and 
(b) may be reduced by fifty (50) percent for small entities. 
However, the petition fees required by § 1.17(q) are not subject to 
the fifty (SO) percent reduction for small entities. 

The proposed deletion of the retention fee practice set forth in 
former§ 1.53(d), now redesignated § 1.53(d)(1), is being with- 
drawn. Therefore,§ 1.21(1) is being retained and amended to refer 
to § 1.53(d)(1). Also, the proposed change in the text to § 1.17(n) 
is being withdrawn, since § 1.60 is being retained. 

Section 1.28(a) is being changed to clarify the procedure for 
establishing status as a small entity in a nonprovisional application 
claiming benefit under 35 U.S.C. 119(e), 120, 121, or 365(c) of a 
prior application. In such cases, applicants may file a new verified 
statement or they may rely on a verified statement filed in the prior 
application, if status as a small entity is still proper and desired. If 
applicants intend to rely on a verified statement filed in the prior 
application, applicants must include in the nonprovisional appli- 
cation either a reference to the verified statement filed in the prior 
application or a copy of the verified statement filed in the prior 
application. A verified statement in compliance with existing § 
1.27 is required to be filed in each provisional application in which 
it is desired to pay reduced fees. 

Section 1.45(c), first sentence, is being changed for clarity to 
refer to a “nonprovisional” application. 

Section 1.48 is being changed to include a new paragraph (e) 
setting forth the procedure for deleting the name of a person who 
was erroneously named as an inventor in a provisional application. 
The procedure requires an amendment deleting the name of the 
person who was erroneously named accompanied by: a petition 
including a statement of facts verified by the person whose name 
is being deleted establishing that the error occurred without 
deceptive intention; the fee set forth in § 1.17(q); and the written 
consent of any assignee. The first sentences of § 1.48(a)-(c) are 
also being changed for clarity to refer to a “nonprovisional” 
application. 

Section 1.51(a)(2)(i) is being changed to require that the 
provisional application cover sheet include the residence of each 
named inventor and, if the invention was made by an agency of the 
U.S. Government or under a contract with an agency of the U.S. 
Government, the name of the U.S. Government agency and 
Government contract number. The residence of each named 
inventor is information which is necessary to identify those 
provisional applications which must be reviewed by the PTO for 
foreign filing licenses. If the invention disclosed in the provisional 
application was made by an agency of the U.S. Government or 
under a contract with an agency of the U.S. Government, the 
security review for that application should already have been done 
by that agency of the U.S. Government. Therefore, identification 
of those particular provisional applications on the cover sheet will 
reduce the number of applications which the PTO must forward to 
other agencies of the U.S. Government for security review. 

Section § 1.53(b)(1) is being changed to retain the reference to 
§ 1.60. 

Section § 1.53(b)(2)(ii) is being changed to require that any 
petition and petition fee to convert a § 1.53(b)(1) application to a 
provisional application be filed in the § 1.53(b)(1) application prior 
to the earlier of the abandonment of the § 1.53(b)(1) application, 
the payment of the issue fee, the expiration of twelve (12) months 
after the filing date of the § 1.53(b)(1) application, or the filing of 
a request for a statutory invention registration under § 1.293. 
Where the § 1.53(b)(1) application was abandoned before the 
expiration of twelve (12) months after the filing date of the 
application, a petition to convert the application to a provisional 
application may be filed in the § 1.53(b)(1) application if the 
petition to convert is filed prior to the expiration of twelve (12) 
months after the filing date of the § 1.53(b)(1) application and is 
accompanied by an appropriate petition to revive an abandoned 
application under § 1.137. 

Section § 1.53(b)(2)(iii) is being changed to indicate that the 
requirements of § 1.821-§ 1.825 regarding application disclosures 
containing nucleotide and/or amino acid sequences are not man- 
datory for provisional applications. 

Section § 1.53(d)(1) is being changed to retain the retention fee 
practice. The proposal to delete the retention fee practice set forth 
in § 1.53(d) is being withdrawn. 
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The first sentences of § 1.55(a) and (b) are being changed for 
clarity to refer to a “nonprovisional” application. Also, § 1.55(a) 
and (b) are being changed to clarify that the nonprovisional 
application may claim the benefit of one or more prior foreign 
applications or one or more applications for inventor's certificate. 

Section 1.59 is being changed to retain the reference to the 
retention fee set forth in § 1.21(1) and to clarify that the retention 
fee practice applies only to applications filed under § 1.53(b)(1). 

The proposal to delete § 1.60 is being withdrawn. Therefore, § 
1.60 is being retained and amended to clarify in the title of the 
section and in paragraph (b)(1) that the procedure set forth in the 
section is only available for filing a continuation or divisional 
application if the prior application was a nonprovisional applica- 
tion and complete as set forth in § 1.51(a)(1). Also, paragraph 
(b)(4) is being amended to delete the requirement that the 
statement which must accompany the copy of the prior application 
include the language that “no amendments referred to in the oath 
or declaration filed to complete the prior application introduced 
new matter therein.” The requirement is unnecessary because any 
amendment filed to complete the prior application would be 
considered a part of the original disclosure of the prior application 
and, by definition, could not contain new matter. Also, paragraph 
(b)(4) is being amended to refer to § 1.17(i). 

Section 1.62(a) is being changed to refer to a prior complete 
“nonprovisional” application and to clarify that a continuing 
application may be filed under § 1.62 after payment of the issue fee 
if a petition under § 1.313(b)(5) is granted in the prior application. 
Section § 1.62(a) is also being changed to clarify the existing 
practice that the request for a § 1.62 application must include 
identification of the inventors named in the prior application. 

Section 1.63(a) is being changed for clarity to refer to an oath or 
declaration filed as a part of a “nonprovisional” application. 

Section 1.67(b) is being changed for clarity to refer to a 
“nonprovisional” application. 

Sections 1.78(a)(1) and (a)(2) are being changed to refer to a 
“nonprovisional” application and to clarify that the nonprovisional 
application may claim the benefit of one or more prior copending 
nonprovisional applications or international applications designat- 
ing the United States of America. Section 1.78(a)(1)(ii) is being 
changed to retain the reference to § 1.60. Section 1.78(a)(1)(iii) is 
being retained and amended to refer to § 1.53(b)(1) and § 
1.53(d)(1). 

Sections 1.78(a)(3) and (a)(4) are being changed to refer to a 
“nonprovisional” application and to clarify that the nonprovisional 
application may claim the benefit of one or more prior copending 
provisional applications. 

Section 1.78(a)(3) is also being changed to remind applicants 
and practitioners that when the last day of pendency of a 
provisional application falls on a Saturday, Sunday, or Federal 
holiday within the District of Columbia, any nonprovisional 
application claiming benefit of the provisional application must be 
filed prior to the Saturday, Sunday, or Federal holiday within the 
District of Columbia. Section 111(b)(5) of title 35, United States 
Code, states that a provisional application is abandoned twelve 
months after its filing date. Sections 119(e)(1) and (e)(2) of title 
35, United States Code, require that a nonprovisional application 
claiming benefit of a prior provisional application be filed not later 
than twelve months after the date on which the provisional 
application was filed and that the provisional application be 
pending on the filing date of the nonprovisional application. Under 
1.6 and 1.10, no filing dates are accorded to applications on a 
Saturday, Sunday, or Federal holiday within the District of 
Columbia. Thus, if a provisional application is abandoned by 
operation of 35 U.S.C. § 111(b)(5) on a Saturday, Sunday, or 
Federal holiday within the District of Columbia, a nonprovisional 
application claiming benefit of the provisional application under 
35 U.S.C. 119(e) must be filed no later than the preceding day 
which is not a Saturday, Sunday, or Federal holiday within the 
District of Columbia. 

Section 1.78(a)(4) is also being changed to delete the require- 
ment that the reference in the nonprovisional application to the 
provisional application indicate the relationship of the applica- 
tions. As a result of the change, § 1.78(a)(4) provides that a 
nonprovisional application claiming benefit of one or more provi- 
sional applications must contain a reference to each provisional 
application, identifying it as a provisional application and includ- 
ing the provisional application number (consisting of series code 
and serial number). However, the section does not require the 
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nonprovisional application to identify the nonprovisional applica- 
tion as a continuation, divisional or continuation-in-part applica- 
tion of the provisional application. 

Section 1.83(a) is being changed to delete the proposed redes- 
ignation of paragraph (a) and to delete proposed paragraph (a)(2). 
Also, §§ 1.83(a) and (c) are being changed for clarity to refer to a 
“nonprovisional” application. Further, § 1.83(c) is being changed 
to remove the reference to paragraph (a)(1). 

Section 1.101 is being changed for clarity to refer to a 
“nonprovisional” application. 

Sections § 1.29(a) and (b) are being changed to identify the 
effective date of 35 U.S.C. 154(a)(2) as June 8, 1995. 

Further, § 1.29(a) is being changed to provide that the first and 
second submissions and fees set forth in § 1.17(r) must be filed 
prior to the filing of an Appeal Brief, rather than prior to the filing 
of the Notice of Appeal, and prior to abandonment of the 
application. The requirement that the fee set forth in § 1.17(r) be 
filed within one month of the notice refusing entry is being deleted. 
Section § 1.29(a) is also being changed to provide that the finality 
of the final rejection is automatically withdrawn upon the timely 
filing of the submission and payment of the fee set forth in § 
1.17(r). The language indicating that the submission would be 
entered and considered after timely payment of the fee set forth in 
§ 1.17(r) “to the extent that it would have been entered and 
considered if made prior to final rejection” is being deleted. In 
view of the magnitude of the fee set forth in § 1.17(r), the next 
PTO action following timely payment of the fee set forth in § 
1.17(r) will be equivalent to a first action in a continuing 
application. Under existing PTO practice, it would not be proper to 
make final a first Office action in a continuing application where 
the continuing application contains material which was presented 
in the earlier application after final rejection or closing of 
prosecution but was denied entry because (1) new issues were 
raised that required further consideration and/or search, or (2) the 
issue of new matter was raised. The identical procedure wil! apply 
to examination of a submission considered as a result of the 
procedure under § 1.29(a). Thus, under § 1.29(a), if the first 
submission after final rejection was initially denied entry in the 
application because (1) new issues were raised that required 
further consideration and/or search, or (2) the issue of new matter 
was raised, then the next action in the application will not be made 
final. Likewise, if the second submission after final rejection was 
initially denied entry in the application because (1) new issues 
were raised that required further consideration and/or search, or (2) 
the issue of new matter was raised, then the next action in the 
application will not be made final. In view of 35 U.S.C. 132, no 
amendment considered as a result of the payment of the fee set 
forth in § 1.17(r) may introduce new matter into the disclosure of 
the application. 

Section § 1.29(b)(1) is being changed to identify the date which 
is two months prior to the effective date of 35 U.S.C. 154(a)(2) as 
April 8, 1995. Section § 1.29(b)(1) is also being changed to clarify 
in subsection (ii) that the examiner has not made a requirement for 
restriction in the present or parent application prior to April 8, 
1995, due to actions by the applicant. 

Section § 1.29(b)(2) is being changed to delete the identification 
of the period provided for applicants to respond to a notification 
under § 1.29(b) as one month. The time period for response will be 
identified in any written notification under § 1.29(b) and will 
usually be one month, but in no case will it be less than thirty days. 
The period may be extended under § 1.136(a). The language is also 
being changed to provide that applicant may respond to the 
notification by (i) electing the invention or inventions to be 
searched and examined, if no election has been made prior to the 
notice, and paying the fee set forth in § 1.17(s) for each 
independent and distinct invention claimed in the application in 
excess of one which applicant elects, (ii) confirming an election 
made prior to the notice and paying the fee set forth in § 1.17(s) for 
each independent and distinct invention claimed in the application 
in addition to the one invention which applicant previously 
elected, or (iii) filing a petition under § 1.29(b)(2) traversing the 
requirement without regard to whether the requirement has been 
made final. No petition fee is required. The section is also being 
changed to provide that if the petition under § 1.29(b)(2) is filed in 
a timely manner, the original time period for electing and paying 
the fee set forth in § 1.17(s) will be deferred and any decision on 
the petition affirming or modifying the requirement will set a new 
time period to elect the invention or inventions to be searched and 
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examined and to pay the fee set forth in § 1.17(s) for each 
independent and distinct invention claimed in the application in 
excess of one which applicant elects. 

Section § 1.29(c) is being changed to clarify that the provisions 
of § 1.29(a) and (b) are not applicable to any application filed after 
June 8, 1995. However, any application filed on June 8, 1995 
would be subject to a 20-year patent term. 

Section § 1.137 is being amended by revising paragraph (c) to 
eliminate, in all applications filed on or after June 8, 1995, except 
design applications, the requirement that a terminal disclaimer 
accompany any petition under § 1.137(a) not filed within six (6) 
months of the date of the abandonment of the application. The 
language “filed before June 8, 1995” and “filed on or after June 8, 
1995” as used in the amended rule, refer to the actual United States 
filing date, without reference to any claim for benefit under 35 
U.S.C. 120, 121 or 365. No change to § 1.137 was proposed in the 
Notice of Proposed Rulemaking. However, in all applications filed 
on or after June 8, 1995, except design applications, any delay in 
filing a petition under § 1.137(a) will automatically result in the 
loss of patent term. The loss of patent term will be the incentive for 
applicants to promptly file any petition to revive. Therefore, no 
need is seen for requiring a terminal disclaimer in such applica- 
tions. It would amount to a penalty if a terminal disclaimer was 
required. 

Section 1.316 is being amended by revising paragraph (d) to 
eliminate, in all applications filed on or after June 8, 1995, except 
design applications, the requirement that a terminal disclaimer 
accompany any petition under § 1.316(b) not filed within six (6) 
months of the date of the abandonment of the application. 
Acceptance of a late payment of an issue fee in a design 
application is specifically provided for in § 1.155. Therefore, § 
1.316 does not apply to design applications. The language “filed 
before June 8, 1995” as used in the amended rule, refers to the 
actual United States filing date, without reference to any claim for 
benefit under 35 U.S.C. 120, 121 or 365. No change to § 1.316 was 
proposed in the Notice of Proposed Rulemaking. However, in all 
applications filed on or after June 8, 1995, except design applica- 
tions, any delay in filing a petition under § 1.316(b) will automati- 
cally result in the loss of patent term. The loss of patent term will 
be the incentive for applicants to promptly file any petition under 
§ 1.316(b). Therefore, no need is seen for requiring a terminal 
disclaimer in such applications. It would amount to a penalty if a 
terminal disclaimer was required. 

Section 1.317 is being amended by removing and reserving 
paragraph (d) to eliminate the requirement that a terminal dis- 
claimer accompany any petition under § 1.317(b) not filed within 
six (6) months of the date of lapse of the patent. No change to § 
1.317 was proposed in the Notice of Proposed Rulemaking. 
However, the delay in filing a petition under § 1.317(b) does not 
result in any gain of patent term. Therefore, no reason is seen for 
requiring a terminal disclaimer in such cases. 

Section 1.701(a) is being changed to identify the implementa- 
tion date as June 8, 1995, and to clarify that a proceeding under 35 
U.S.C. 135(a) is an interference proceeding. 

Section 1.701(b) is being changed to provide that the term of a 
patent entitled to an extension under § 1.701 shall be extended for 
the sum of the periods of delay calculated under paragraphs (c)(1), 
(c)(2), (c)(3) and (d) of § 1.701 and the extension will run from the 
expiration date of the patent. The reference to a terminal dis- 
claimer is being deleted to be consistent with § 1.701(a)(3) and to 
avoid any confusion. 

Section § 1.701(c)(1)(i) is being changed for clarity by deleting 
the phrase “if any” after the first occurrence of “interference” and 
by inserting the same phrase after the phrase “the number of days.” 

Section § 1.701(c)(1)(ii) is being changed to clarify that the 
period referred to ends on the “date of the termination of the 
suspension” rather than on the date of the next PTO communica- 
tion reopening prosecution. 

Section § 1.701(d)(1) is being amended to clarify that the “time” 
referred to is time “during the period of appellate review”. 

Section § 1.701(d)(2) is being amended to clarify that the 
Commissioner, under the broad discretion granted by 35 U.S.C. 
154(b)(3)(C), has decided to limit consideration of applicant’s due 
diligence only to acts occurring during the period of appellate 
review. The supplementary information published in the Notice of 
Proposed Rulemaking contained examples of what might be 
considered a lack of due diligence for purposes of § 1.701(d)(2) as 
proposed. Specifically, the supplementary information identified 
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requests for extensions of time to respond to Office communica- 
tions, submission of a response which is not fully responsive to an 
Office communication, and filing of informal applications as 
examples. In view of the comments received and the language 
adopted in the final rules, those examples are withdrawn. Acts 
which the Commissioner considers to constitute prima facie 
evidence of lack of due diligence under § 1.701(d)(2) are suspen- 
sions at applicant’s request under § 1.103(a) during the period of 
appellate review and abandonments during the period of appellate 
review. 


Discussion of Specific Rules 


Title 37 of the Code of Federal Regulations, Parts | and 3, are 
being amended as indicated below: 


Section 1.1 is being amended to add a paragraph (i) to provide 
a special “Box Provisional Patent Application” address to assist the 
Mail Room in separating and processing provisional applications 
and mail relating thereto. 

Section 1.9 is being amended to redesignate paragraph (a) as 
paragraph (a)(1) and to define a national application as a U.S. 
application for patent which was either filed in the Office under 35 
U.S.C. 111, or which entered the national stage from an interna- 
tional application after compliance with 35 U.S.C. 371. A new 
paragraph (a)(2) is being added to define the term “provisional 
application” as a U.S. national application filed under 35 U.S.C. 
111(b). Also, a new paragraph (a)(3) is being added to define the 
term “nonprovisional application” as a U.S. national application 
for patent which was either filed in the Office under 35 U.S.C. 
111(a), or which entered the national stage from an international 
application after compliance with 35 U.S.C. 371. 

Sections 1.12 and 1.14 are being amended to replace the 
references to § 1.17(i)(1) with references to § 1.17(i). 

Sections 1.16(a)-(e) and (g) are being amended to clarify that 
those sections do not apply to provisional applications. A complete 
provisional application does not require claims. However, provi- 
sional applications may be filed with one or more claims as part of 
the application. Nevertheless, no additional claim fee or multiple 
dependent claim fee will be required in a provisional application. 
Section 1.16(f) is being amended to insert the words “basic fee”. 
Section 1.16(e) refers to “the basic filing fee”. Current Office 
practice allows a design application to be filed without the design 
filing fee or the oath/declaration as set forth in § 1.53(d)(1). The 
change to § 1.16(f) is merely for clarification. In addition, § 
1.16(a) is being amended to replace the word “cases” with the 
word “applications”, since the word “applications” is used else- 
where in the rule. 

Section § 1.16 is also being amended to add a new paragraph (k) 
which lists the basic filing fee for a provisional application as 
$75.00 for a small entity (see §§ 1.9(c)-(f)) or $150.00 for other 
than a smal! entity as contained in Public Law 103-465. Since the 
filing fee for a provisional application is established by Public Law 
103-465 as a 35 U.S.C. 41(a) fee, the filing fee for a provisional 
application will be subject to the fifty (50) percent reduction 
provided for in 35 U.S.C. 41(h). 

Further, § 1.16 is being amended to add a new paragraph (1) 
which establishes the surcharge required by new § 1.53(d)(2) for 
filing the basic filing fee or the cover sheet required by new § 
1.51(a)(2) for a provisional application at a time later than the 
provisional application filing date as $25.00 for a small entity or 
$50.00 for other than a small entity. 

Section § 1.17(h) is being amended to clarify that the $130.00 
petition fee for filing a petition for correction of inventorship under 
§ 1.48 applies to all patent applications, except provisional 
applications. Paragraph (i)(1) is being redesignated as paragraph 
(i) and paragraph (i)(2) is being removed. The fee for a petition 
under § 1.102 to make an application special has been placed in 
paragraph (i). The words “of this part”, in § 1.17, paragraphs (h) 
and (i), are being deleted, since the paragraphs currently refer to 
sections in parts other than Part 1. Section § 1.17(i) is also being 
amended to clarify that the fee set forth in paragraph (i) for filing 
a petition to accord a filing date under § 1.53 applies to all patent 
applications, except provisional applications. 

A new § 1.17(q) is being added to establish a petition fee of 
$50.00 for filing a petition for correction of inventorship under § 
1.48 in a provisional application and for filing a petition to accord 
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a provisional application a filing date or to convert an application 
filed under § 1.53(b)(1) to a provisional application. The petition 
fee set forth in § 1.17(q) is not reduced for a small entity. 

New § 1.17(r) and (s) are being added to establish the fees for 
entry of a submission after final rejection under § 1.29(a) and for 
each additional invention requested to be examined under § 
1.29(b), respectively. These fees have been set at $365.00 for a 
small entity and $730.00 for other than a small entity. 

Section § 1.21(1) is being amended to refer to § 1.53(d)(1). 

Section 1.28(a) is being amended to clarify the procedure for 
establishing status as a small entity in a nonprovisional application 
claiming benefit under 35 U.S.C. 119(e), 120, 121, or 365(c) of a 
prior application. In such cases, applicants may file a new verified 
statement or rely on a verified statement filed in the prior 
application, if status as a small entity is still proper and desired. If 
applicants intend to rely on a verified statement filed in the prior 
application, applicants must include in the nonprovisional appli- 
cation either a reference to the verified statement filed in the prior 
application or a copy of the verified statement filed in the prior 
application. Status as a small entity may be established in a 
provisional application by complying with existing § 1.27. 

Section 1.45(c) is being amended to clarify that the first 
sentence applies to a “nonprovisional” application. Section 1.45(c) 
is also being amended to add a second sentence relating to joint 
inventors named in a provisional application. The second sentence 
states that each inventor named in a provisional application must 
have made a contribution to the subject matter disclosed in the 
provisional application. All that § 1.45(c), second sentence, 
requires is that if a person is named as an inventor in a provisional 
application, that person must have made a contribution to the 
subject matter disclosed in the provisional application. 

Sections § 1.48(a)-(c) are being amended to specify that the 
procedures for correcting an error in inventorship set forth in those 
sections apply to nonprovisional applications. New paragraph (d) 
is being added to establish a procedure for adding the name of an 
inventor in a provisional application, where the name was origi- 
nally omitted without deceptive intent. Paragraph (d) does not 
require the verified statement of facts by the original inventor or 
inventors, the oath or declaration by each actual inventor in 
compliance with § 1.63 or the consent of any assignee as required 
in paragraph (a). Instead, the procedure requires the filing of a 
petition identifying the name or names of the inventors to be added 
and including a statement that the name or names of the inventors 
were omitted through error without deceptive intention on the part 
of the actual inventor(s). The statement would be required to be 
verified if made by a person not registered to practice before the 
PTO. The statement could be signed by a registered practitioner of 
record in the application or acting in a representative capacity 
under § 1.34(a). The $50.00 petition fee set forth in § 1.17(q) 
would also be required. New paragraph (e) is also being added 
setting forth the procedure for deleting the name of a person who 
was erroneously named as an inventor in a provisional application. 
The procedure requires an amendment deleting the name of the 
person who was erroneously named accompanied by: a petition 
including a statement of facts verified by the person whose name 
is being deleted establishing that the error occurred without 
deceptive intention; the fee set forth in § 1.17(q); and the written 
consent of any assignee. 

Section § 1.51 is being amended to redesignate § 1.51(a) as § 
1.51(a)(1) and to include a new paragraph (a)(2) identifying the 
required parts of a complete provisional application. As set forth in 
§ 1.51(a)(2), a complete provisional application includes a cover 
sheet, a specification as prescribed in 35 U.S.C. 112, first para- 
graph, any necessary drawings and the provisional application 
filing fee. A suggested cover sheet format for a provisional 
application is included as an Appendix A to this Notice of Final 
Rulemaking and is available from the PTO free of charge to the 
public. However, the rule does not require the applicant to use the 
PTO suggested cover sheet. Any paper containing the information 
required in § 1.51(a)(2)(i) will be acceptable. The cover sheet is 
required to identify the paper as a provisional application and to 
provide the information which is necessary for the PTO to prepare 
the provisional application filing receipt. Also, the residence of 
each named inventor and, if the invention disclosed in the 
provisional application was made by an agency of the U.S. 
Government or under a contract with an agency of the U.S. 
Government, the name of the U.S. Government agency and 
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Government contract number must be identified on the cover 
sheet. 

Section § 1.51(b) is being amended to indicate that an informa- 
tion disclosure statement is not required and may not be filed in a 
provisional application. Any information disclosure statements 
filed in a provisional application will either be returned or disposed 
of at the convenience of the Office. An information disclosure 
statement filed in a § 1.53(b)(1) application which has been 
converted to a provisional application will be retained in the 
application after the conversion, if the information disclosure 
statement was filed before the petition required by § 1.53(b)(2)(ii) 
was filed. 

The title of § 1.53 and paragraph (a) are being amended to refer 
to application number, rather than application serial number. The 
term “application number” is found in current § 1.5(a). 

Section § 1.53(b) is being redesignated as § 1.53(b)(1) and is 
being amended to refer to § 1.17(i) rather than § 1.17(i)(1) to 
conform to the change therein. 

A new § 1.53(b)(2) is being added to set foith the requirements 
for obtaining a filing date for a provisional application. Section § 
1.53(b)(2) states that a filing date will be accorded to a provisional 
application as of the date the specification as prescribed by 35 
U.S.C. 112, first paragraph, any necessary drawings, and the name 
of each inventor of the subject matter disclosed are filed in the 
PTO. The filing date requirements for a provisional application set 
forth in new paragraph (b)(2) parallel the existing requirements set 
forth in former paragraph (b), now redesignated paragraph (b)(1), 
except that no claim is required. In order to minimize the cost of 
processing provisional applications and to reduce the handling of 
provisional applications, amendments, other than those required to 
make the provisional application comply with applicable regula- 
tions, are not permitted after the filing date of the provisional 
application. 

Section § 1.53(b)(2)(i) is being added requiring all provisional 
applications to be filed with a cover sheet identifying the applica- 
tion as a provisional application. The section also indicates that the 
PTO will treat an application as having been filed under § 
1.53(b)(1), unless the application is identified as a provisional 
application on filing. A provisional application, which is identified 
as such on filing, but which does not include all of the information 
required by § 1.51(a)(2)(i) would still be treated as a provisional 
application. However, the omitted information and a surcharge 
would be required to be submitted at a later date under new § 
1.53(d)(2). 

Section § 1.53(b)(2)(ii) is being added to establish a procedure 
for converting an application filed under § 1.53(b)(1) to a 
provisional application. The section requires that a petition re- 
questing the conversion and a petition fee be filed in the § 
1.53(b)(1) application prior to the earlier of the abandonment of 
the § 1.53(b)(1) application, the payment of the issue fee, the 
expiration of twelve (12) months after the filing date of the § 
1.53(b)(1) application, or the filing of a request for a statutory 
invention registration under § 1.293. The grant of any such petition 
would not entitle applicant to a refund of the fees properly paid in 
the application filed under § 1.53(b)(1). 

Section § 1.53(b)(2)(iii) is being added to call attention to the 
provisions of Public Law 103-465 which prohibit any provisional 
application from claiming a right of priority under 35 U.S.C. 119 
or 365(a) or the benefit of an earlier filing date under 35 U.S.C. 
120, 121 or 365(c) of any other application. The section also calls 
attention to the provisions of Public Law 103-465 which provide 
that no claim for benefit of an earlier filing date may be made in 
a design application based on a provisional application and that no 
request for a statutory invention registration may be filed in a 
provisional application. Section § 1.53(b)(2)(iii) further specifies 
that the requirements of § 1.821-§ 1.825 are not mandatory for 
provisional applications. However, applicants are reminded that an 
invention being claimed in an application filed under 35 U.S.C. 
111(a) or 365 which claims benefit under 35 U.S.C. 119(e) of a 
provisional application must be disclosed in the provisional 
application in the manner provided by the first paragraph of 35 
U.S.C. 112. Voluntary compliance with the requirements of § 
1.821-§ 1.825 in the provisional application is recommended, in 
order to ensure that support for the invention claimed in the 35 
U.S.C.111(a) application can be readily ascertained in the provi- 
sional application. 

Section § 1.53(c) is being amended to require that any request 
for review of a refusal to accord an application a filing date be 
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made by way of a petition accompanied by the fee set forth in § 
1.17(i), if the application was filed under § 1.53(b)(1), or by the fee 
set forth in § 1.17(q), if the application was filed under § 
1.53(b)(2). This reflects the current practice set forth in the Manual 
of Patent Examining Procedure (MPEP), section 506.02 (Sixth 
Edition, Jan. 1995) with regard to any request for review of a 
refusal to accord a filing date for an application. The PTO will 
continue its current practice of refunding the petition fee, if the 
refusal to accord the requested filing date is found to have been a 
PTO error. 

Section § 1.53(d) is being redesignated as § 1.53(d)(1). 

Section § 1.53(d)(2) is being added to provide that a provisional 
application may be filed without the basic filing fee and without 
the complete cover sheet required by § 1.51(a)(2). In such a case, 
the applicant will be notified and given a period of time in which 
to file the missing fee, and/or cover sheet and to pay the surcharge 
set forth in § 1.16(1). 

Section § 1.53(e) is being redesignated as § 1.53(e)(1) and 
amended to refer to § 1.53(b)(1). Also, a new § 1.53(e)(2) is being 
added to indicate that a provisional application will not be given a 
substantive examination and will be abandoned no later than 
twelve (12) months after its filing date. 

Sections § 1.55(a) and (b) are being amended to clarify that the 
sections apply to nonprovisional applications and to clarify that a 
nonprovisional application may claim the benefit of one or more 
prior foreign applications or one or more applications for inven- 
tor’s certificate. Also,§ 1.55(a) is being amended to replace the 
reference to 35 U.S.C. 119 with a reference to 35 U.S.C. 
119(a)-(d). In addition, the reference to § 1.17(i)(1) in § 1.55(a) is 
being replaced by a reference to § 1.17(i) to be consistent with the 
change to § 1.17. Section § 1.55(b) is also being amended to refer 
to 35 U.S.C. 119(d) to conform to the paragraph designations 
contained in Public Law 103-465. 


Section 1.59 is being amended to clarify that the retention fee 
practice set forth in § 1.53(d)(1) applies only to applications filed 
under § 1.53(b)(1). 

Section § 1.60 is being amended to clarify in the title of the 
section and in paragraph (b)(1) that the procedure set forth in the 


section is only available for filing a continuation or divisional 
application if the prior application was a nonprovisional applica- 
tion and complete as set forth in § 1.51(a)(1). Paragraph (b)(4) is 
being amended to delete the requirement that the statement which 
must accompany the copy of the prior application include the 
language that "no amendments referred to in the oath or declara- 
tion filed to complete the prior application introduced new matter 
therein.“ The requirement is unnecessary because any amendment 
filed to complete the prior application would be considered a part 
of the original disclosure of the prior application and, by defini- 
tion, could not contain new matter. Also, paragraph (b)(4) is being 
amended to refer to § 1.17(i). 

Section § 1.62(a) is being amended to clarify that the procedure 
set forth in the section is only available for filing a continuation, 
continuation-in-part, or divisional application of a prior nonprovi- 
sional application which is complete as defined in § 1.51(a)(1). 
Section § 1.62(a) is also being amended to clarify that a continuing 
application may be filed under § 1.62 after payment of the issue fee 
if a petition under § 1.313(b)(5) is granted in the prior application 
and that the request for a§ 1.62 application must include identifi- 
cation of the inventors named in the prior application. The phrase 
“Serial number, filing date“ in § 1.62(a) is being changed to 
“application number.“ 

Section § 1.62(e) is being amended to replace the reference to § 
1.174;)(1) with a reference to § 1.17(i) to be consistent with the 
change to § 1.17. Also, the term “application serial number“ in § 
1.62(e) is being changed to “application number.“ 

Section § 1.63(a) is being amended to replace the reference to § 
1.51(a)(2) with a reference to § 1.51(a)(1)(ii) in order to conform 
with the changes in § 1.51 and to refer to an oath or declaration 
filed as a part of a nonprovisional application. 

Section 1.67(b) is being amended to replace the reference to § 
1.53(d) with a reference to § 1.53(d)(1) in order to conform with 
the changes in § 1.53. Furthermore, the references to § 1.53(b) and 
§ 1.118 are being deleted to make clear that the new matter 
exclusion applies to all applications including those filed under § 
1.60 and § 1.62.Also, the section is being amended to refer to a 
nonprovisional application. 
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Sections § 1.78(a)(1) and (a)(2) are being amended to clarify 
that the sections apply to nonprovisional applications claiming the 
benefit of one or more copending nonprovisional applications or 
international applications designating the United States of 
America. Section § 1.78(a)(1)(iii) is being amended to refer to § 
1.53(b)(1) and § 1.53(d)(1). Section § 1.78(a)(2) is also being 
amended to eliminate the use of serial number and filing date as an 
identifier for a prior application. The section will require that the 
prior application be identified by application number (consisting of 
the series code and serial number) or international application 
number and international filing date. 

Sections § 1.78(a)(3) and (a)(4) are being added to set forth the 
conditions under which a nonprovisional application may claim 
the benefit of one or more prior copending provisional applica- 
tions. The later filed nonprovisional application must be an 
application other than for a design patent and must be copending 
with each provisional application. There must be a common 
inventor named in the prior provisional application and the later 
filed nonprovisional application. Each prior provisional applica- 
tion must be complete as set forth in § 1.51(a)(2), or entitled to a 
filing date as set forth in § 1.53(b)(2) and include the basic filing 
fee. Section § 1.78(a)(3) also includes the warning that when the 
last day of pendency of a provisional application falls on a 
Saturday, Sunday, or Federal holiday within the District of 
Columbia, any nonprovisional application claiming benefit of the 
provisional application must be filed prior to the Saturday, Sunday, 
or Federal holiday within the District of Columbia. A provisional 
application may be abandoned by operation of 35 U.S.C. 111(b)(5) 
on a Saturday, Sunday, or Federal holiday within the District of 
Columbia, in which case, a nonprovisional application claiming 
benefit of the provisional application under 35 U.S.C. 119(e) must 
be filed no later than the preceding day which is not a Saturday, 
Sunday, or Federal holiday within the District of Columbia. 

Section § 1.78(a)(4) is also being added to provide that a 
nonprovisional application claiming benefit of one or more provi- 
sional applications must contain a reference to each provisional 
application, identifying it as a provisional application and includ- 
ing the provisional application number (consisting of series code 
and serial number). The section does not require the nonprovi- 
sional application to identify the nonprovisional application as a 
continuation, divisional or continuation-in-part application of the 
provisional application. 

Sections § 1.83(a) and (c) are being amended to clarify that the 
sections apply to nonprovisional applications. 

Section 1.97(d) is being amended to replace the reference to § 
1.17(()(1) with a reference to § 1.17(i) to be consistent with the 
change to § 1.17. 

Section 1.101(a) is being amended to indicate that the section 
applies to nonprovisional applications. 

Section § 1.102(d) is being amended to replace the reference to 
§ 1.17(1)(2) with a reference to § 1.17(i) to be consistent with the 
change to § 1.17. 

Section § 1.103(a) is amended to replace the reference to § 
1.174)(1) with a reference to § 1.17(i) to be consistent with the 
change to § 1.17. 

Section § 1.29 is being added to set forth the procedure for 
implementing certain transitional provisions contained in Public 
Law 103-465. Section § 1.29(a) provides for limited reexamina- 
tion of applications pending for 2 years or longer as of June 8, 
1995, taking into account any reference to any earlier application 
under 35 U.S.C. 120, 121 or 365(c). An applicant will be entitled 
to have a first submission entered and considered on the merits 
after final rejection if the submission and the fee set forth in § 
1.17(r) are filed prior to the filing of an Appeal Brief and prior to 
abandonment of the application. Section § 1.29(a) also provides 
that the finality of the final rejection is automatically withdrawn 
upon the timely filing of the submission and payment of the fee set 
forth in § 1.17(r). After submission and payment of the fee set 
forth in § 1.17(r), the next PTO action on the merits may be made 
final only under the conditions currently followed by the PTO for 
making a first action in a continuing application final. If a 
subsequent final rejection is made in the application, applicant 
would be entitled to have a second submission entered and 
considered on the merits under the same conditions set forth for 
consideration of the first submission. Section § 1.29(a) defines the 
term submission“ as including, but not limited to, an information 
disclosure statement, an amendment to the written description, 
claims or drawings, and a new substantive argument or new 
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evidence in support of patentability. For example, the submission 
may include an amendment, a new substantive argument and an 
information disclosure statement. In view of the fee set forth in § 
1.17(r), any information disclosure statement previously refused 
consideration in the application because of applicant’s failure to 
comply with § 1.97(c) or (d) or which is filed as part of either the 
first or second submission will be treated as though it had been 
filed within one of the time periods set forth in § 1.97(b) and will 
be considered without the petition and petition fee required in § 
1.97(d), if it complies with the requirements of § 1.98. In view of 
35 U.S.C. 132, no amendment considered as a result of the 
payment of the fee set forth in § 1.17(r) may introduce new matter 
into the disclosure of the application. 

Section § 1.29(b)(1) is being added to provide for examination 
of more than one independent and distinct invention in certain 
applications pending for 3 years or longer as of June 8, 1995, 
taking into account any reference to any earlier application under 
35 U.S.C. 120, 121 or 365(c). Under § 1.29(b)(1), a requirement 
for restriction or for the filing of divisional applications would 
only be made or maintained in the application after June 8, 1995, 
if: (1) the requirement was made in the application or in an earlier 
application relied on under 35 U.S.C. 120, 121 or 365(c) prior to 
April 8, 1995; (2) the examiner has not made a requirement for 
restriction in the present or parent application prior to April 8, 
1995, due to actions by the applicant; or (3) the required fee for 
examination of each additional invention was not paid. Under § 
1.29(b)(2), if the application contains claims to more than one 
independent and distinct invention, and no requirement for restric- 
tion or for the filing of divisional applications can be made or 
maintained, applicant will be notified and given a time period to (i) 
elect the invention or inventions to be searched and examined, if 
no election has been made prior to the notice, and pay the fee set 
forth in § 1.17(s) for each independent and distinct invention 
claimed in the application in excess of one which applicant elects, 
(ii) in situations where an election was made in response to a 
requirement for restriction that cannot be maintained, confirm the 
election made prior to the notice and pay the fee set forth in § 
1.17(s) for each independent and distinct invention claimed in the 
application in addition to the one invention which applicant 
previously elected, or (iii) file a petition under § 1.29(b)(2) 
traversing the requirement without regard to whether the require- 
ment has been made final. No petition fee is required. Section § 
1.29(b)(2) also provides that if the petition is filed in a timely 
manner, the original time period for electing and paying the fee set 
forth in § 1.17(s) will be deferred and any decision on the petition 
affirming or modifying the requirement will set a new time period 
to elect the invention or inventions to be searched and examined 
and to pay the fee set forth in § 1.17(s) for each independent and 
distinct invention claimed in the application in excess of one 
which applicant elects. Under § 1.29(b)(3), each additional inven- 
tion for which the required fee set forth in § 1.17(s) has not been 
paid will be withdrawn from consideration under § 1.142(b). An 
applicant who desires examination of an invention so withdrawn 
from consideration can file a divisional application under 35 
USC. 121. 

Section § 1.29(c) is being added to clarify that the provisions of 
§ 1.29(a) and (b) are not applicable to any application filed after 
June 8, 1995. However, any application filed on June 8, 1995, 
would be subject to a 20-year patent term. 

Section § 1.137 is being amended by revising paragraph (c) to 
eliminate, in all applications filed on or after June 8, 1995, except 
design applications, the requirement that a terminal disclaimer 
accompany any petition under § 1.137(a) not filed within six (6) 
months of the date of the abandonment of the application. The 
language “filed before June 8, 1995“ and “filed on or after June 8, 
1995” as used in the amended rule, refer to the actual United States 
filing date, without reference to any claim for benefit under 35 
U.S.C. 120, 121 or 365. 

Section 1.139 is being added to set forth the procedure for 
reviving a provisional application where the delay was unavoid- 
able or unintentional. Section 1.139(a) addresses the revival of a 
provisional application where the delay was unavoidable and § 
1.139(b) addresses the revival of a provisional application where 
the delay was unintentional. Applicant may petition to have an 
abandoned provisional application revived as a pending provi- 
sional application for a period of no longer than twelve months 
from the filing date of the provisional application where the delay 
was unavoidable or unintentional. It would be permissible to file a 
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petition for revival later than twelve months from the filing date of 
the provisional application but only to revive the application for 
the twelve-month period following the filing of the provisional 
application. Thus, even if the petition were granted to reestablish 
the pendency up to the end of the twelve-month period, the 
provisional application would not be considered pending after 
twelve months from its filing date. The requirements for reviving 
an abandoned provisignal application set forth in § 1.139 parallel 
the existing requirements set forth in § 1.137. 

Sections § 1.177, § 1.312(b), § 1.313(a), and § 1.314 are being 
amended to replace the references to § 1.17(i)(1) with references to 
§ 1.17(i) to be consistent with the change to § 1.17. 

Section § 1.316(d) is being amended to eliminate, in all 
applications filed on or after June 8, 1995, except design applica- 
tions, the requirement that a terminal disclaimer accompany any 
petition under § 1.316(b) not filed within six (6) months of the date 
of the abandonment of the application. Acceptance of a late 
payment of an issue fee in a design application is specifically 
provided for in 1.155. Therefore, § 1.316 does not apply to design 
applications. The language “filed before June 8, 1995“ as used in 
the amended rule, refers to the actual United States filing date, 
without reference to any claim for benefit under 35 U.S.C. 120, 
121 or 365. 

Section § 1.317(d) is being removed and reserved to eliminate 
the requirement that a terminal disclaimer accompany any petition 
under § 1.317(b) not filed within six (6) months of the date of lapse 
of the patent. 

Section 1.666 is being amended to replace the reference to § 
1.17(i)(1) with a reference to § 1.17(i) to be consistent with the 
change to § 1.17. 

Section § 1.701 is being added to set forth the procedure the 
PTO will follow in calculating the length of any extension of 
patent term to which an applicant is entitled under 35 U.S.C. 
154(b) where the issuance of a patent on an application, other than 
for designs, filed on or after June 8, 1995, was delayed due to 
certain causes of prosecution delay. Applicants need not file a 
request for the extension of patent term under 

§ 1.701. The extension of patent term is automatic by operation 
of law. It is currently anticipated that applicant will be advised as 
to the length of any patent term extension at the time of receiving 
the Notice of Allowance and Issue Fee Due. Review of the length 
of a patent term extension calculated by the PTO under § 1.701 
prior to the issuance of the patent would be by way of petition 
under § 1.181. If an error is noted after the patent issues, patentee 
and any third party may seek correction of the period of patent 
term granted by filing a request for Certificate of Correction 
pursuant to § 1.322. The PTO intends to identify the length of any 
patent term extension calculated under § 1.701 on the printed 
patent. 

Section § 1.701(a) is being added to identify those patents which 
are entitled to an extension of patent term under 35 U.S.C. 154(b). 

Section § 1.701(b) is being added to provide that the term of a 
patent entitled to extension under § 1.701(a) shall be extended for 
the sum of the periods of delay calculated under § 1.701(c)(1), 
(c)(2), (c\(3) and (d), to the extent that those periods are not 
overlapping, up to a maximum of five years. The section also 
provides that the extension will run from the expiration date of the 
patent. 

Section § 1.701(c)(1) is being added to set forth the method for 
calculating the period of delay where the delay was a result of an 
interference proceeding under 35 U.S.C. 135(a). The period of 
delay with respect to each interference in which the application 
was involved is calculated under § 1.701(c)(1)(i) to include the 
number of days in the period beginning on the date the interference 
was declared or redeclared to involve the application in the 
interference and ending on the date that the interference was 
terminated with respect to the application. An interference is 
considered terminated as of the date the time for filing an appeal 
under 35 U.S.C. 141 or civil action under 35 U.S.C. 146 expired. 
If an appeal under 35 U.S.C. 141 is taken to the Court of Appeals 
for the Federal Circuit, the interference terminates on the date of 
receipt of the court’s mandate by the PTO. If a civil action is filed 
under 35 U.S.C. 146, and the decision of the district court is not 
appealed, the interference terminates on the date the time for filing 
an appeal from the court’s decision expires. See section 2361 of 
the MPEP. The period of delay with respect to an application 
suspended by the PTO due to interference proceedings under 35 
U.S.C. 135(a) not involving the application is calculated under § 
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1.701(c)(1)(ii) to include the number of days in the period 
beginning on the date prosecution in the application is suspended 
due to interference proceedings not involving the application and 
ending on the date of the termination of the suspension. The period 
of delay under § 1.701(a)(1) is the sum of the periods calculated 
under § 1.701(c)(1)(i) and (c)(1)(ii), to the extent that the periods 
are not overlapping. 

Section § 1.701(c)(2) is being added to set forth the method for 
calculating the period of delay where the delay was a result of the 
application being placed under a secrecy order 

Section § 1.701(c)(3) is being added to set forth the method for 
calculating the period of delay where the delay was a result of 
appellate review. The period of delay is calculated under § 
1.701(c)(3) to include the number of days in the period beginning 
on the date on which an appeal to the Board of Patent Appeals and 
Interferences was filed under 35 U.S.C. 134 and ending on the date 
of a final decision in favor of the applicant by the Board of Patent 
Appeals and Interferences or by a Federal court in an appeal under 
35 U.S.C. 141 or a civil action under 35 U.S.C. 145. 

Section § 1.701(d) is being added to set forth the method for 
calculating any reduction in the period calculated under § 
1.701(c)(3). As required by 35 U.S.C. 154(b)(3)(B), § 1.701(d)(1) 
provides that the period of delay calculated under § 1.701(c)(3) 
shall be reduced by any time during the period of appellate review 
that occurred before three years from the filing date of the first 
national application for patent presented for examination. The 
“filing date” for the purpose of § 1.701(d)(1) would be the earliest 
effective U.S. filing date, but not including the filing date of a 
provisional application or the international filing date of a PCT 
application. For PCT applications entering the national stage, the 
PTO will consider the “filing date” for the purpose of § 1.701(d)(1) 
to be the date on which applicant has complied with the require- 
ments of § 1.494(b), or § 1.495(b), if applicable. 

As contained in Public Law 103-465, 35 U.S.C. 154(b)(3)(C) 
states that the period of extension referred to in 35 U.S.C. 
154(b)(2) “shall be reduced for the period of time during which the 
applicant for patent did not act with due diligence, as determined 
by the Commissioner.” Section § 1.701(d)(2) is being added to 
provide that the period of delay calculated under § 1.701(c)(3) 
shall be reduced by any time during the period of appellate review, 
as determined by the Commissioner, during which the applicant 
for patent did not act with due diligence. Section § 1.701(d)(2) also 
provides that in determining the due diligence of an applicant, the 
Commissioner may examine the facts and circumstances of the 
applicant’s actions during the period of appellate review to 
determine whether the applicant exhibited that degree of timeli- 
ness as may reasonably be expected from, and which is ordinarily 
exercised by, a person during a period of appellate review. Acts 
which the Commissioner considers to constitute prima facie 
evidence of lack of due diligence under § 1.701(d)(2) are suspen- 
sion at applicant’s request under § 1.103(a) during the period of 
appellate review and abandonment during the period of appellate 
review. 

Section 3.21 is being amended to provide that an assignment 
relating to a national patent application must identify the national 
patent application by the application number (consisting of the 
series code and the serial number, e.g., 07/123,456) and to 
eliminate the use of serial number and filing date as an identifier 
for national patent applications in assignment documents. This 
change is intended to eliminate any confusion as to whether an 
application identified by its serial number and filing date in an 
assignment document is an application filed under § 1.53(b)(1), § 
1.60 or § 1.62 or a design application or a provisional application 
since there is a different series code assigned to each of these types 
of applications. 

Section 3.21 is also being amended to provide that if an 
assignment of a patent application filed under § 1.53(b)(1) or § 
1.62 is executed concurrently with, or subsequent to, the execution 
of the patent application, but before the patent application is filed, 
it must identify the patent application by its date of execution, 
name of each inventor, and title of the invention so that there can 
be no mistake as to the patent application intended. 

Further, 3.21 is being amended to provide that if an assignment 
of a provisional application is executed before the provisional 
application is filed, it must identify the provisional application by 
name of each inventor and title of the invention so that there can 
be no mistake as to the provisional application intended. 
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Section 3.81 is being amended to replace the reference to § 
1.17(i)(1) with a reference to § 1.17(i) to be consistent with the 
change to § 1.17. 


Responses to and Analysis of Comments: Forty-nine written 
comments were received in response to the Notice of Proposed 
Rulemaking. These comments, along with those made at the public 
hearing, have been analyzed. Some suggestions made in the 
comments have been adopted and others have not been adopted. 
Responses to the comments follow: 


General Comments 


1. Comment: One comment questioned the use of the word 
“proposed” in the notice of proposed rulemaking in describing the 
statutory amendments contained in Public Law 103-465. 
Response: The statutory changes contained in Public Law 103-465 
were described as “proposed” changes in the Notice of Proposed 
Rulemaking because the President had not signed the legislation at 
the time the notice was prepared for publication. In fact, the 
legislation was signed by the President on December 8, 1994, 
which is the date of enactment. 

2. Comment: Several comments urged the PTO to favorably 
consider the 17/20 patent term specified in H.R. 359 since this 
proposed legislation would overcome the existing impact of 
extended PTO prosecution and eliminate patent term extensions 
for prosecution delays. Furthermore, the proposed legislation is 
consistent with the Uruguay Round Agreements Act, Public Law 
103-465. 

Response: The administration and the PTO strongly believe that 
the 20-year patent term as enacted in Public Law 103-465 is the 
appropriate way to implement the 20-year patent term required by 
the GATT Uruguay Round Agreements Act. The PTO will take 
steps to ensure that processing and examination of applications are 
handled expeditiously. 


3. Comment: One comment stated that the proposed rules are 
premature in view of the Rohrabacher bill, H.R. 359. 

Response: The proposed rules are not premature. Public Law 
103-465 was signed into law on December 8, 1994, with an 
effective date of June 8, 1995, for the implementation of the 
20-year patent term and provisional applications. The Commis- 
sioner must promulgate regulations to implement the changes 
required by Public Law 103-465. 


4. Comment: One comment stated that there is nothing in the 
TRIPs agreement that requires the term to be measured from filing, 
nor that provisional applications be provided for, nor that new fees 
of $730 as set forth in § 1.17(r) and (s) be established. It is 
suggested that 35 U.S.C. 154 be amended to provide that “every 
patent (other than a design patent) shall be granted a term of 
twenty years from the patent issue date, subject to the payment of 
maintenance fees.” It was also suggested that the section regarding 
maintenance fees be amended to add a new fee payable at 16.5 
years of $5000 (for large entity)/$2500 (for small entity) for 
maintenance of patent between 17 and 20 years. 

Response: The suggestion has not been adopted. The administra- 
tion and the PTO strongly believe that the 20-year patent term as 
enacted in Public Law 103-465 is the appropriate way to imple- 
ment the 20-year patent term required by the GATT Uruguay 
Round Agreements Act. The establishment of a provisional appli- 
cation is not required by GATT. The provisional application has 
been adopted as a mechanism to provide easy and inexpensive 
entry into the patent system. The filing of provisional applications 
is optional. Provisional applications will place domestic applicants 
on an equal footing with foreign applicants as far as the measure- 
ment of term is concerned because the domestic priority period, 
like the foreign priority period, is not counted in determining the 
endpoint of the patent term. As to the § 1.17(r) and (s) fees, the 
statute authorizes the Commissioner to establish appropriate fees 
for further limited reexamination of applications and for exami- 
nation of more than one independent and distinct inventions in an 
application. 


5. Comment: One comment suggested that the 20-year patent term 
of claims drawn to new matter in continuation-in-part (CIP) 
applications be measured from the filing date of the CIP applica- 
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tion, irrespective of any reference to a parent application under 35 
U.S.C. 120. 

Response: The suggestion has not been adopted. The term of a 
patent is not based on a claim-by-claim approach. Under 35 U.S.C. 
154(a)(2), if an application claims the benefit of the filing date of 
an earlier filed application under 35 U.S.C. 120, 121 or 365(a), the 
20-year term of that application will be based upon the filing date 
of the earliest U.S. application that the application makes reference 
to under 35 U.S.C. 120, 121 or 365(a). For a CIP application, 
applicant should review whether any claim in the patent that will 
issue is supported in an earlier application. If not, applicant should 
consider canceling the reference to the earlier filed application. 


6. Comment: One comment objected to the 20-year term provi- 
sions of Public Law 103-465 because it was believed that payment 
of maintenance fees would be required earlier under 20-year term 
than under 17-year term. 

Response: The payment of maintenance fees are not due earlier 
under 20-year term than under 17-year term. Maintenance fees 
continue to be due at 3.5, 7.5 and 11.5 years from the issue date of 
the patent. 


7. Comment: Several comments suggested that the expiration date 
be printed on the face of the patent. 

Response: The suggestion has not been adopted. The expiration 
date will not be printed on the face of the patent. The PTO will 
publish any patent term extension that is granted as a result of 
administrative delay pursuant to § 1.701 on the face of the patent. 
The term of a patent will be readily discernible from the face of the 
patent. Furthermore, it is noted that the term of a patent is 
dependent on the timely payment of maintenance fees which is not 
printed on the face of the patent. 


8. Comment: One comment suggested that in order to aid the bar 
in advising clients as to whether a provisional application has had 
its priority claimed in a patent, the PTO should somehow link the 
provisional application number with the complete application 
number and/or the patent number. 

Response: It is contemplated by the PTO that all provisional 
applications will be given application numbers, starting with a 
series code “60” followed by a six digit number, e.g., “60/ 
123,456.” If a subsequent 35 U.S.C. 111(a) application claims the 
benefit of the filing date of the provisional application pursuant to 
35 U.S.C. 119(e) and the 35 U.S.C. 111(a) application results in a 
patent, the provisional application would be listed by its applica- 
tion number and filing date on the face of the patent under the 
heading “Related U.S. Application Data.” The public will be able 
to identify an application under the above-noted heading as a 
provisional application by checking to see if it has a series code of 
“60.” 


9. Comment: Several comments suggested that the PTO consider 
modifying the rules to permit the filing of all applications by 
assignees. This would promote harmonization with other patent 
laws throughout the world and would eliminate one of the 
difficulties which will occur for the PTO in considering claims for 
priority based on the filing of a provisional application. 
Response: Assignee filing was recommended in the 1992 Advisory 
Commission Report on Patent Law Reform. The PTO is currently 
undertaking a project to reengineer the entire patent process. The 
suggestion will be taken under advisement in that project. 


10. Comment: Several comments stated that a complete provi- 
sional application should not be forwarded to a central repository 
for storage. 

Response: In view of the relatively small filing fee for a provi- 
sional application and the fact that the provisional application will 
not be examined, PTO handling must be kept to a minimum and 
these provisional applications, once complete, will be sent to the 
Files Repository for storage rather than being kept in the exami- 
nation area of the PTO. 


11. Comment: One comment suggested that the provisional appli- 
cation be maintained with the 35 U.S.C. 111(a) application 
because the examiner may need it to determine whether the 35 
U.S.C. 111(a) application is entitled to the benefit of the prior 
provisional application and in the event of 18-month publication, 
there will be a demand for accessibility by the public to the 
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provisional and 35 U.S.C. 111(a) applications upon publication. 
Response: The suggestion has not been adopted. Benefit of the 
same provisional application may be claimed in a number of 35 
U.S.C. 111(a) applications. If the PTO is to maintain the provi- 
sional application file with one of several 35 U.S.C. 111(a) 
applications claiming benefit of the provisional application and the 
35 U.S.C. 111(a) application containing the provisional application 
file were to go abandoned while one of the other 35 U.S.C. 111(a) 
applications issues, the public would be entitled to inspect the 
provisional application file but not the abandoned 35 U.S.C. 111(a) 
application file containing the provisional application file. This 
would create access problems. 


12. Comment: One comment suggested that provisional applica- 
tions be available in full to the public if the benefit of priority is 
being claimed. 

Response: Section 1.14 relating to access applies to all applica- 
tions including provisional applications. If the benefit of a provi- 
sional application is claimed in a later filed 35 U.S.C. 111(a) 
application which resulted in a patent, then access to the provi- 
sional application will be available to the public pursuant to 1.14. 
The mere fact that a provisional application is claimed in a later 
filed 35 U.S.C. 111(a) application does not give the public access 
to the provisional application unless the 35 U.S.C. 111(a) appli- 
cation issues as a patent. 


13. Comment: Several comments requested that the PTO clarify 
whether a 35 U.S.C. 111(a) application will be accorded an 
effective date as a reference under 35 U.S.C. 102(e) as of the filing 
date of the provisional application for which benefit under 35 
U.S.C. 119(e) is claimed. If so, the comment questioned whether 
pending applications will be rejected under 35 U.S.C. 102(e) on 
the basis that an invention was described in a patent granted on a 
provisional application by another filed in the U.S. before the 
invention thereof by the applicant for patent. 

Response: If a patent is granted on a 35 U.S.C. 111(a) application 
claiming the benefit of the filing date of a provisional application, 
the filing date of the provisional application will be the 35 U.S.C. 
102(e) prior art date. A pending application will be rejected under 
35 U.S.C. 102(e) on the basis that an invention was described in a 
patent granted on a 35 U.S.C. 111(a) application which claimed the 
benefit of the filing date of a provisional application by another 
filed in the U.S. before the invention thereof by the applicant for 
patent. 


14. Comment: One comment suggested that the PTO issue a final 
rule stating that if a 35 U.S.C. 111(a) application claims the benefit 
of the filing date of a provisional application, the “inventive entity” 
for the purposes of 35 U.S.C. 102(e) will be the inventors listed on 
the issued patent, and the list of inventors in the provisional 
application shall have no effect on the identity of an “inventive 
entity” for the purposes of 35 U.S.C. 102(e). 

Response: The suggestion has not been adopted. The “inventive 
entity” for the purpose of 35 U.S.C. 102(e) is determined by the 
patent and not by the inventors named in the provisional applica- 
tion. As long as the requirements of 35 U.S.C. 119(e) are satisfied, 
a patent granted on a 35 U.S.C. 111(a) application which claimed 
the benefit of the filing date of a provisional application has a 35 
U.S.C. 102(e) prior art effect as of the filing date of the provisional 
application based on the inventive entity of the patent. It is clear 
from 35 U.S.C. 102(e) that the inventive entity is determined by 
the patent and a rule to this effect is not necessary. 


15. Comment: One comment requested the PTO to express its 
position as to whether the filing of a provisional application with 
the subsequent filing of a 35 U.S.C. 111(a) application claiming 
benefit of the provisional application under 35 U.S.C. 119%(e) 
creates a prior art date against other patent applicants under 35 
U.S.C. 102(g). 

Response: As to 35 U.S.C. 102(g), the filing of a provisional 
application with the subsequent filing of a 35 U.S.C. 111(a) 
application claiming benefit of the provisional application under 
35 U.S.C. 119(e) creates a prior art date under 35 U.S.C. 102(g) as 
of the filing date of the provisional application. 


16. Comment: One comment suggested that in view of the 20-year 
patent term measured from filing, § 1.103(a) should be deleted. 
The PTO should not have the right to suspend action on any 
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application, thereby reducing applicant’s term of protection. 
Response: Section § 1.103(a) refers to suspension of action as a 
result of a request by applicant. If applicant wishes to suspend 
prosecution and thereby reduce his/her term of protection, appli- 
cant should be permitted to do so. 


17. Comment: One comment suggested that in order to avoid 
delays resulting from consideration of petitions to withdraw 
premature notices of abandonment, examiners should be required 
to contact an attorney of record prior to abandoning the application 
to find out if a response to an Office communication has been filed. 
Response: The suggestion has not been adopted. However, in order 
to avoid loss of patent term, applicants are encouraged to check on 
the status in cases where applicants have not received a return 
postcard from the PTO within two (2) weeks of the filing of any 
response to a PTO action. 111 


18. Comment: One comment asked whether there is a “cut-off” 
date after which patentees may lose the opportunity to choose 17 
vs. 20-year patent term. 

Response: The “cut-off” date is June 8, 1995. A patent that is in 
force on June 8, 1995, or a patent that issues after June 8, 1995, on 
an application filed before June 8, 1995, is automatically entitled 
to the longer of the 20-year patent term measured from the earliest 
U.S. effective filing date or 17 years from grant. This is automatic 
by operation of law. Patentees need not make any election to be 
entitled to the longer term. A patent that issues on an application 
filed on or after June 8, 1995 is entitled to a 20-year patent term 
measured from the earliest U.S. effective filing date. | 


19. Comment: One comment stated that there is no clear guidance 
as to a patentee’s “bonus rights” that may arise because of the 
difference in a 17-year term vs. a 20-year term. Will parties that 
were previously in a licensing arrangement have to renegotiate 
terms for the bonus patent term? 

Response: Section 154(c) of title 35, United States Code, states 
that the remedies of sections 283 (injunction), 284 (damages) and 
285 (attorney fees) shall not apply to acts which were commenced 
or for which substantial investment was made before June 8, 1995, 
and became infringing by reason of the 17/20 year term and that 
these acts may be continued only upon the payment of an equitable 
remuneration to the patentee that is determined in an action 
brought under chapters 28 and 29 of Title 35. There is no guidance 
provided in the statute as to the meaning of “substantial invest- 
ment” and “equitable remuneration.” Licensing arrangements are 
between the parties to the agreement and are determined by the 
terms of the agreement and state law and are outside the jurisdic- 
tion of the PTO. 


20. Comment: One comment questioned whether an international 
application designating the U.S. filed before June 8, 1995, with 
entry into the U.S. national stage on or after June 8, 1995, 
preserves the 17-year patent term measured from grant. 

Response: An international application designating the U.S. that is 
filed before June 8, 1995, with entry into the U.S. national stage 
under 35 U.S.C. 371 on or after June 8, 1995, preserves the option 
for a 17-year patent term measured from date of grant. 


21. Comment: One comment suggested that 35 U.S.C. 371(c) be 
amended because a declaration should not be required to obtain a 
filing date and a prior art date under 35 U.S.C. 102(e). 
Response: The suggestion has not been adopted. This issue was not 
addressed in the Notice of Proposed Rulemaking. However, the 
suggestion will be taken under advisement as part of a compre- 
hensive effort being conducted by the PTO to reengineer the entire 
patent process. 


22. Comment: One comment suggested that § 1.604, § 1.605 and 
§ 1.607 be amended to state that provisional applications are not 
subject to interference. 

Response: The suggestion has not been adopted because it is 
unnecessary. By statute, 35 U.S.C. 111(b)(8), provisional applica- 
tions are not subject to 35 U.S.C. 135, i.e., a provisional applica- 
tion will not be placed in interference. 


23. Comment: One comment suggested that § 1.821-§ 1.825 be 
amended so that (1) only unbranched sequences of ten or more 
amino acids and twenty or more nucleotides which are claimed 
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have to be included in Sequence Listings, (2) previously published 
sequences can be omitted, and (3) the sequences of primers and 
oligonucleotide probes should not be included in a Sequence 
Listing if encompassed by another disclosed sequence. 
Response: The suggestion has not been adopted. There was no 
change proposed to § 1.821-§ 1.825 in the Notice of Proposed 
Rulemaking. However, the suggestion will be taken under advise- 
ment as part of a comprehensive effort being conducted by the 
PTO to reengineer the entire patent process. 


24. Comment: One comment suggested that 5.11 to 5.15 be 
amended to provide for the grant of a foreign license for a 
provisional application. 

Response: The suggestion has not been adopted. The present 
language of §§ 5.11 to 5.15 already provides for the grant of a 
foreign license for a provisional application. 


25. Comment: One comment suggested that in order to assist 
defense agencies in reviewing application for secrecy orders, PTO 
should (1) automatically impose a secrecy order on any application 
filed under 35 U.S.C. 111(a) if a secrecy order was previously 
imposed on corresponding provisional application, and (2) require 
applications filed under 35 U.S.C. 111(a) based on a previous 
provisional application to indicate changes made to the provisional 
application in the 35 U.S.C. 111(a) application by means of 
underlining and bracketing. 
Response: The suggestions have not been adopted. The PTO 
cannot automatically impose a secrecy order on any 35 U.S.C. 
111(a) applications even if a secrecy order was previously imposed 
on a provisional application, for which benefit under 35 U.S.C. 
119(e) is claimed, unless the agency which imposed the secrecy 
order on the provisional application specifically requests the PTO 
to do so since the 35 U.S.C. 111(a) application could disclose 
subject matter which is different from that which is disclosed in the 
provisional application. 

As to item (2), the PTO will not require applicants to identify 
the differences in subject matter disclosed in the 35 U.S.C. 111(a) 
application and the provisional application. 


26. Comment: One comment suggested that in order to relieve 
defense agencies from possible liability for secrecy orders im- 
posed for more than 5 years, the PTO should seek legislation 
setting patent term at 20 years from the earliest filing date or 17 
years from the issue date, whichever is longer, for any patent 
application placed under secrecy order. 

Response: The suggestion has not been adopted. The PTO strongly 
believes that the 20-year patent term as enacted in Public Law 
103-465 is the appropriate way to implement the 20-year patent 
term required by the GATT Uruguay Round Agreements Act. The 
5-year limit for patent term extension set forth in § 1.701(b) is 
required by statute, 35 U.S.C. 154(b). 


Comments Directed To Specific Rules 


27. Comment: One comment suggested that in order to eliminate 
the need for the expression “other than a provisional application” 
in other parts of the regulations, § 1.9 should be amended to 
identify a 35 U.S.C. 111(a) application by some term that can be 
used in the rules to distinguish that type of application from a 
provisional application. 

Response: The suggestion has been adopted. The rules are being 
amended to include a definition of the term “nonprovisional 
application” in § 1.9(a) to describe an application filed under 35 
U.S.C. 111(a) or 371. Further, the term “nonprovisional applica- 
tion” is being used in the final rules where the rule applies only to 
applications filed under 35 U.S.C. 111(a) or 371 and not to 
provisional applications. 


28. Comment: One comment suggested that the rules be simplified 
if a “national application” could be defined in § 1.9 to exclude a 
provisional application. 

Response: The suggestion has not been adopted. Section 1.9(a), 
prior to this rulemaking, defined a national application to include 
any application filed under 35 U.S.C. 111. A provisional applica- 
tion is an application filed under 35 U.S.C. 111. It is appropriate to 
define a provisional application as a special type of national 
application. 
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29. Comment: One comment requested an explanation of the 
showing required in a petition under §§ 1.12 and 1.14 for access to 
pending applications and to assignment records for pending 
applications. 

Response: There was no substantive change proposed to either §§ 
1.12 or 1.14 in the Notice of Proposed Rulemaking. Thus, the 
showing required in a petition under §§ 1.12 or 1.14 remains the 
same after this final rulemaking as before. A discussion of such a 
petition can be found in section 103 of the MPEP. 


30. Comment: Several comments objected to the definition in § 
1.45(c) of joint inventors in provisional applications as being those 
having made a contribution to “the subject matter disclosed” in the 
provisional application. Various language, such as, “the subject 
matter which constitutes the invention,” “subject matter disclosed 
and regarded to be the invention,” “disclosed invention,” “the 
inventive subject matter disclosed” was suggested. Another com- 
ment requested guidance as to the determination of inventorship in 
a provisional application. 

Response: The suggestion has not been adopted. The term “inven- 
tion” is typically used to refer to subject matter which applicant is 
claiming in his/her application. Since claims are not required in a 
provisional application, it would not be appropriate to reference 
joint inventors as those who have made a contribution to the 
“invention” disclosed in the provisional application. If the “inven- 
tion” has not been determined in the provisional application 
because no claims have been presented, then the name(s) of those 
person(s) who have made a contribution to the subject matter 
disclosed in the provisional application should be submitted. 
Section § 1.45(c) states that “if multiple inventors are named in a 
provisional application, each named inventor must have made a 
contribution, individually or jointly, to the subject matter disclosed 
in the provisional application.” All that § 1.45(c) requires is that if 
someone is named as an inventor, that person must have made a 
contribution to the subject matter disclosed in the provisional 
application. When applicant has determined what the invention is 
by the filing of the 35 U.S.C. 111(a) application, that is the time 
when the correct inventors must be named. The 35 U.S.C. 111(a) 
application must have an inventor in common with the provisional 
application in order for the 35 U.S.C. 111(a) application to be 
entitled to claim the benefit of the provisional application under 35 
U.S.C. 119%(e). 


31. Comment: Several comments suggested that it might be 
desirable to correct inventorship in a provisional application where 
an individual was erroneously named as an inventor and that the 
procedure for doing so should be set forth in § 1.48. 

Response: Under 35 U.S.C. 119(e), as contained in Public Law 
103-465, a later filed application under 35 U.S.C. 111(a) may 
claim priority benefits based on a copending provisional applica- 
tion so long as the applications have at least one inventor in 
common. An error in naming a person as an inventor in a 
provisional application would not require correction by deleting 
the erroneously named inventor from the provisional application 
since this would have no effect upon the ability of the provisional 
application to serve as a basis for a priority claim under 35 U.S.C. 
119(e). However, in response to the comments, § 1.48 is being 
amended to include a new paragraph (e) which sets forth the 
requirements for deleting the names of the inventors incorrectly 
named as joint inventors in a provisional application, namely, a 
petition including a verified statement by the inventor(s) whose 
name(s) are being deleted stating that the error arose without 
deceptive intent, the fee set forth in § 1.17(q) and the written 
consent of all assignees. 


32. Comment: One comment suggested that in order to make the 
procedures for provisional applications as simple as possible, there 
is no need to provide any rules to add inventor(s) or change 
inventorship in a provisional application since the whole concept 
of inventorship is meaningless without a claim. Error in inventor- 
ship can be corrected by the filing of a 35 U.S.C. I11(a) 
application within 12 months after the filing of a provisional 
application. 

Response: The suggestion has not been adopted. One of the 
requirements of 35 U.S.C. 119(e) is that a 35 U.S.C. I11(a) 
application must have at least one inventor in common with a 
provisional application in order for the 35 U.S.C. 111(a) applica- 
tion to be entitled to claim the benefit of the filing date of the 
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provisional application. In situations where there is no inventor in 
common between the 35 U.S.C. 111(a) application and the 
provisional application due to error in naming the inventors in the 
provisional application, procedures must be established to permit 
applicant to correct the inventorship in the provisional application. 


33. Comment: One comment suggested that an individual who is 
the inventor of subject matter disclosed in a provisional applica- 
tion, but who is not named as an inventor in the provisional 
application because that subject matter was not intended to be 
claimed in a later filed 35 U.S.C. 111(a) application, could be 
added as an inventor pursuant to § 1.48(d) in the provisional 
application if the subject matter was later claimed in the 35 U.S.C. 
111(a) application. 

Response: The individual could be added as an inventor pursuant 
to § 1.48(d) in the provisional application so long as the individual 
was originally omitted without deceptive intent. 


34. Comment: One comment questioned whether it would be 
proper for a registered practitioner who did not file the provisional 
application to sign the statement required by § 1.48(d) that the 
error occurred without deceptive intention on the part of the 
inventors. 

Response: It would be proper for a registered practitioner who did 
not file the provisional application to sign the statement required 
by § 1.48(d), if the registered practitioner has a reasonable basis to 
believe the truth of the statement being signed. 


35. Comment: One comment suggested that there should be no 
diligence requirement to correct inventorship in a provisional 
application. 

Response: Diligence is not a requirement to correct inventorship in 
a provisional application in either § 1.48(d) or § 1.48(e). 


36. Comment: One comment suggested that § 1.48(a) be amended 
by deleting the requirements for “a statement of facts verified by 
the original named inventor or inventors establishing when the 
error without deceptive intention was discovered and how it 
occurred” and for the written consent of any assignee. 

Response: The suggestion has not been adopted. There was no 
substantive change proposed to § 1.48(a) in the Notice of Proposed 
Rulemaking. Since the correction of inventorship affects owner- 
ship rights, the existing rules are designed to provide assurances 
that all parties including the original named inventors and all 
assignees agree to the change of inventorship. If the requirements 
for verified statements of facts from the original named inventors 
and written consent of the assignees are to be deleted, the PTO 
would no longer have the assurances that all parties agree to the 
change. 


37. Comment: One comment expressed concern that a provisional 
application filed without a claim will leave subsequent readers 
with little or no clue as to what the inventors in the provisional 
application considered to be their invention at the time the 
provisional application was filed and doubted that a provisional 
application filed without a claim defining the invention could ever 
provide a sufficient disclosure to support a claim for a foreign or 
U.S. priority date. 

Response: Claims are not required by the statute to provide a 
specification in compliance with the requirements of 35 U.S.C. 
112, first paragraph. However, if an applicant desires, one or more 
claims may be included in a provisional application. Any claim 
filed with a provisional application will, of course, be considered 
a part of the original provisional application disclosure. 


38. Comment: One comment suggested that the PTO issue a 
specification format or guideline for a provisional application to 
enable an inventor to comply with 35 U.S.C. 112, first paragraph. 
Response: The format of a provisional application is the same as 
for other applications and is set forth in existing § 1.77 which is 
applicable to provisional applications except no claims are re- 
quired for provisional applications. 


39. Comment: Several comments suggested that the PTO revise its 
rules to clarify that strict adherence to the enablement, description 
and best mode requirements of 35 U.S.C. 112, first paragraph, is 
not required in provisional applications. 

Response: The suggestion has not been adopted. The substantive 
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requirements of a specification necessary to comply with 35 
U.S.C. 112, first paragraph, are established by court cases inter- 
preting that section of the statute, not by rule. The case law applies 
to provisional applications as well as to applications filed under 35 
U.S.C. 111(a). 


40. Comment: Several comments suggested that the rules or 
comments published with the Final Rule indicate whether there is 
any requirement to update the best mode disclosed in the provi- 
sional application when filing the 35 U.S.C. 111(a) application. 
Response: No rule was proposed to address the issue when going 
from a provisional application to a 35 U.S.C. 111(a) application 
because no current rule exists when going from one 35 U.S.C. 
111(a) application to another 35 U.S.C. 111(a) application. The 
question of whether the best mode has to be updated is the same 
when going from one 35 U.S.C. 111(a) application to another 35 
U.S.C. 111(a) application or from a provisional application to a 35 
U.S.C. 111(a) application. Accordingly, the rationale of Transco 
Products, Inc. v. Performance Contracting, Inc., 38 F.3d 551, 32 
U.S.P.Q.2d 1077 (Fed. Cir. 1994), would appear to be applicable. 
Clearly, if the substantive content of the application does not 
change when filing the 35 U.S.C. 111(a) application, there is no 
requirement to update the best mode. However, if subject matter is 
added to the 35 U.S.C. 111(a) application, there may be a 
requirement to update the best mode. 


41. Comment: One comment suggested that § 1.51(c) be amended 
to permit a provisional application to be filed with an authorization 
to charge fees to a deposit account. 

Response: Section § 1.51(c) permits an application to be filed with 
an authorization to charge fees to a deposit account. Section § 
1.51(c) applies to provisional applications. Therefore, no change to 
§ 1.51(c) is necessary. 


42. Comment: One comment suggested that the PTO confirm that 
there will be no procedural examination of a provisional applica- 
tion other than to determine whether the provisional application 
complies with § 1.51(a)(2). 

Response: The PTO intends to require compliance with the formal 
requirements of § 1.52(a)-(c) only to the extent necessary to permit 
the PTO to properly microfilm and store the application papers. 


43. Comment: Several comments suggested that an English 
translation of a foreign language provisional application should 
not be required unless necessary in prosecution of the 35 U.S.C. 
111(a) application to establish benefit. If an English translation is 
required, there is no useful purpose to require the translation at any 
time earlier than the filing of 35 U.S.C. 111(a) application claiming 
the benefit of the provisional application. 

Response: Provisional applications may be filed in a language 
other than English as set forth in existing § 1.52(d). However, an 
English language translation is necessary for security screening 
purposes. Therefore, the PTO will require the English language 
translation and payment of the fee required in § 1.52(d) in the 
provisional application. Failure to timely submit the translation in 
response to a PTO requirement will result in the abandonment of 
the provisional application. If a 35 U.S.C. 111(a) application is 
filed without providing the English language translation in the 
provisional application, the English language translation will be 
required to be supplied in every 35 U.S.C. 111(a) application 
claiming priority of the non-English language provisional appli- 
cation. 


44. Comment: One comment suggested that a new model oath or 
declaration form for use in claiming 35 U.S.C. 119(e) priority and 
a “cover sheet” for use in filing provisional applications be 
published as an addendum to the final rules. 

Response: The suggestion has been adopted. See Appendix A for 
the sample cover sheet for filing a provisional application and 
Appendix B for the sample declaration for use in claiming 35 
U.S.C. 119(e) priority. 


45. Comment: One comment suggested that the statement in § 
1.53(b)(2) that the provisional application will not be given a filing 
date if all the names of the actual inventor or inventor(s) are not 
supplied be deleted and § 1.41 be amended to make an exception 
for provisional applications. The comment suggested that 35 
U.S.C. 111(b) is satisfied as long as the name of one person who 
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made an inventive contribution to the subject matter of the 
application is given. 

Response: The suggestion has not been adopted. Section 111(b) of 
title 35, United States Code, states that “a provisional application 
shall be made or authorized to be made by the inventor.” This 
language parallels 35 U.S.C. 111(a). The naming of inventors for 
obtaining a filing date for a provisional application is the same as 
for other applications. A provisional application filed with the 
inventors identified as “Jones et al.” will not be accorded a filing 
date earlier than the date upon which the name of each inventor is 
supplied unless a petition with the fee set forth in § 1.17(i) is filed 
which sets forth the reasons the delay in supplying the names 
should be excused. Administrative oversight is an acceptable 
reason. It should be noted that for a 35 U.S.C. 111(a) application 
to be entitled to claim the benefit of the filing date of a provisional 
application, the 35 U.S.C. 111(a) application must have at least one 
inventor in common with the provisional application. 


46. Comment: One comment suggested that a drawing should not 
be required to obtain a filing date for a provisional application. 
Whatever is filed should be given a serial number and filing date 
in order to establish status as a provisional application, regardless 
of what is in the specification or drawing. If the provisional 
application omitted drawings, has pages missing, or is otherwise 
incomplete, then applicant may not be able to rely on the filing 
date of the provisional application in a subsequently filed 35 
U.S.C. 111(a) application. It should not be the job of the 
Application Branch to review compliance with 1.81(a). 
Response: Section 111(b) of title 35, United States Code, states 
that a provisional application must include a specification as 
prescribed by 35 U.S.C. 112, first paragraph and a drawing as 
prescribed by 35 U.S.C. 113. Drawings are required pursuant to 35 
U.S.C. 113 if they are necessary to understand the subject matter 
sought to be patented. If a provisional application as filed omitted 
drawings and/or has pages missing, the provisional application is 
prima facie incomplete and no filing date will be granted. 
Application Branch currently reviews all applications to make sure 
that no filing date will be granted to an application that is prima 
facie incomplete. Application Branch will perform the same type 
of review with provisional applications. If a filing date is not 
granted to a provisional application because it is prima facie 
incomplete, applicant may petition the PTO under 1.182 to grant a 
filing date to the provisional application as of the date of deposit 
of the application papers if it can be shown that the omitted items 
are not necessary for the understanding of the subject matter. 


47. Comment: One comment objected to the requirement in § 
1.53(b)(2)(i) for a cover sheet identifying the application as a 
provisional application because it is unnecessarily rigid and 
contrary to Congress’ desire to keep the filing of provisional 
application as simple as possible. 

Response: The requirement that a provisional application be 
specifically identified on filing as a provisional application is not 
seen to be burdensome on the applicant and is necessary for the 
PTO to properly process the papers as a provisional application. 
All an applicant is required to do in order to comply with the 
requirement of § 1.53(b)(2)(i) is to include a transmittal sheet 
identifying the papers being filed as a PROVISIONAL application. 


48. Comment: Several comments suggested that in § 1.53(b)(2)(ii), 
as proposed, the phrase “the expiration of 12 months after the 
filing date of the provisional application” should read “the expi- 
ration of 12 months after the filing date of the § 1.53(b)(1) 
application”. 

Response: The suggestion has been adopted. 


49. Comment: One comment objected to the requirement in § 
1.53(b)(2)(ii) for a petition to convert an application filed under § 
1.53(b)(1) to a provisional application and suggested that any 
confusion concerning applicant’s intention could be handled 
informally without a petition or petition fee. 

Response: The requirement for a petition and fee is intended to 
ensure that the cost of any PTO reprocessing is borne specifically 
by the applicant requesting the action. 


50. Comment: Several comments suggested that the filing fee 
required in an application filed under 35 U.S.C. 111(a) claiming 
benefit of the filing date of an earlier 35 U.S.C. 111(a) application 
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which has been converted to a provisional application under 
proposed § 1.53(b)(2)(ii) be reduced, since the $730/$365 filing 
fee was paid in the earlier application. 

Response: The suggestion has not been adopted. The filing fee 
required in an application filed under 35 U.S.C. 111(a) is set by 
statute. The statute does not provide for the suggested reduction in 
the filing fee. 


51. Comment: One comment suggested that proposed § 
1.53(b)(2)(iii) should apply retroactively to permit applications 
filed between June 9, 1994, and June 8, 1995, to be converted to 
provisional applications. 

Response: The suggestion has not been adopted. The statute does 
not permit a provisional application to have a filing date prior to 
June 8, 1995. 


52. Comment: One comment suggested that § 1.53(b)(2)(ii) be 
revised to state that the petition requesting conversion must also be 
filed before (1) the application becomes involved in interference, 
or (2) notice by the PTO of intent to publish the application as a 
statutory invention registration. This suggestion conforms with 35 
U.S.C. 111(b)(8). 

Response: The suggestion has not been fully adopted. It is not 
necessary to include interference in § 1.53(b)(2)(ii) because if a 35 
U.S.C. 111(a) application becomes involved in an interference 
proceeding and applicant files a petition requesting conversion of 
that 35 U.S.C. 111(a) application to a provisional application, the 
35 U.S.C. 111(a) will be removed from the interference proceeding 
upon granting the petition to convert. When a subsequent 35 
U.S.C. 111(a) application is filed based on the provisional appli- 
cation, the subsequent 35 U.S.C. 111(a) application could be 
placed in the interference proceeding if necessary. As to the 
reference to statutory invention registration, § 1.53(b)(2)(ii) is 
being amended to require the petition and the fee be filed prior to 
the earlier of the abandonment of the 35 U.S.C. 111(a) application, 
the payment of the issue fee, the expiration of 12 months after the 
filing date of the 35 U.S.C. 111(a) application, or the filing of a 
request for a statutory invention registration under § 1.293. 


53. Comment: One comment suggested that the procedures for 
converting a 35 U.S.C. 111(a) application to a provisional appli- 
cation be explained in greater detail in § 1.53(b)(2)(ii) or in the 
discussion. If a 35 U.S.C. 111(a) application is converted to a 
provisional application on the last day of the 12-month period, and 
a second 35 U.S.C. 111(a) application is concurrently filed, how 
should this be done and how should the first sentence in the second 
35 U.S.C. 111(a) application be worded. Furthermore, if a 35 
U.S.C. 111(a) application is converted to a provisional application 
on the last day of the 12-month period, will it be necessary to file 
a second 35 U.S.C. 111(a) application on the same day, or else lose 
the priority claim. 

Response: The suggestion has not been adopted. The language in 
§ 1.53(b)(2)(ii) is clear relating to the requirements for converting 
a 35 U.S.C. 111(a) application to a provisional application. If 
applicant wishes to convert a 35 U.S.C. 111(a) application to a 
provisional application, applicant must file a petition requesting 
the conversion along with the petition fee set forth in § 1.17(q). 
The petition and the fee must be filed prior to the earlier of the 
abandonment of the 35 U.S.C. 111(a) application, the payment of 
the issue fee, the expiration of 12 months after the filing date of the 
35 U.S.C. 111(a) application, or the filing of a request for a 
statutory invention registration under § 1.293. In the example 
noted in the comment, if a 35 U.S.C. 111(a) application is 
converted to a provisional application on the last day of the 
12-month period, a second 35 U.S.C. 111(a) application must be 
filed on that same day, otherwise, applicant will lose the priority 
pursuant to 35 U.S.C. 119(e). An example of how the first sentence 
of the second 35 U.S.C. 111(a) application would read is, “This 
application claims the benefit of U.S. Provisional Application No. 
60/--, filed--, which was converted from Application No.--.” 


54. Comment: One comment suggested that the PTO consider a 
rule mandating that any prior U.S. application that would have 
been eligible for conversion to a provisional application that is 
abandoned in favor of a continuing application within one year of 
the earliest priority date asserted be deemed constructively con- 
verted to a provisional application. 

Response: The suggestion has not been adopted. Conversion of a 
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35 U.S.C. 111(a) application to a provisional will be permitted 
only by way of a petition and under the conditions set forth in § 
1.53(b)(2)(ii). One reason for this is that the PTO plans to provide 
sufficient information on the printed patent to determine the end 
date of the 20-year patent term by identifying provisional appli- 
cations using a unique series code, i.e., “60”. Thus, a 35 U.S.C. 
111(a) application converted to a provisional application will need 
to be reprocessed by the PTO with a new application number. The 
petition fee is intended to reimburse the PTO for the extra 
processing necessitated by the conversion. 


55. Comment: One comment stated that § 1.53(b)(2)(ii) permits 
the conversion of a 35 U.S.C. 111(a) application to a provisional 
application. However, it is silent as to whether such a conversion 
would kill any benefit the 35 U.S.C. 111(a) application had of 
domestic and/or foreign priority. 

Response: Section 111(b)(7) of title 35, United States Code, 
specifically states that a provisional application shall not be 
entitled to the right of priority of any other application under 35 
U.S.C. 119 or 365(a) or to the benefit of an earlier filing date in the 
United States under 35 U.S.C. 120, 121, or 365(c). If a 35 U.S.C. 
111(a) application is converted to a provisional application, the 
granting of the conversion will automatically eliminate any claim 
of priority which could have been made in the 35 U.S.C. 111(a) 
application. 


56. Comment: Several comments suggested that it was inconsistent 
with the purpose of the provisional application to require any 
compliance with the Sequence Disclosure Rules § 1.821-§ 1.823 
and § 1.825, since the provisional applications are not examined 
and there is no comparison of the sequences with the prior art. 
Response: The Office agrees with the comments that a provisional 
application need not comply with the requirements of § 1.821 
through § 1.825. Section § 1.53(b)(2)(iii) is being amended to 
indicate that the requirements of § 1.821 through § 1.825 regarding 
sequence listings are not mandatory for a provisional application. 
However, applicants are cautioned that in order for a 35 U.S.C. 
111(a) application to obtain the benefit of the filing date of an 
earlier filed provisional application, the claimed subject matter of 
the 35 U.S.C. 111(a) application must have been disclosed in the 
provisional application in a manner provided by 35 U.S.C. 112, 
first paragraph. Applicants are encouraged to follow the sequence 
rules to ensure that support for the invention claimed in the 35 
U.S.C. 111(a) application can be readily ascertained in the provi- 
sional application. 


57. Comment: One comment suggested that the language in § 
1.53(e)(2) that a provisional application will become abandoned 
no later than twelve months after its filing date was misleading and 
that the words “no later than” should be deleted because it was 
believed that a provisional application could not be abandoned 
prior to twelve months after its filing date. 

Response: The statute does not state that a provisional application 
can never be abandoned prior to twelve months after its filing date. 
In fact, a provisional application may be abandoned as a result of 
applicant’s failure to timely respond to a PTO requirement. For 
example, if a provisional application which has been accorded a 
filing date does not include the appropriate filing fee or the cover 
sheet required by § 1.51(a)(2), applicant will be so notified if a 
correspondence address has been provided and given a period of 
time within which to file the fee, cover sheet and to pay the 
surcharge as set forth in § 1.16(1). Failure to timely respond will 
result in the abandonment of the application. This may occur prior 
to twelve months after its filing date. Furthermore, a provisional 
application may also be expressly abandoned prior to twelve 
months from its filing date. 


58. Comment: One comment objected to the deletion of the 
“retention fee” practice in § 1.53(d) since it permits an applicant in 
a first application claiming benefits under 35 U.S.C. 119(a)-(d) or 
120 to correct inventorship by filing a second application without 
having to pay the full filing fee in the first application. 
Response: Since the comment indicated that there is a benefit to 
retain the retention fee practice, the proposal to eliminate the 
practice is withdrawn. 


59. Comment: One comment stated that the language of § 
1.53(d)(1) and (d)(2) indicates an intent by the PTO to mail the 
“Notice Of Missing Parts” to applicant’s post office address and 
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argues that the “Notice” should be mailed to the registered 
practitioner who filed the application on behalf of the applicant. 

Response: The language in § 1.53(d)(1) and (d)(2) states that the 
applicant will be notified of the missing part, if a correspondence 
address is provided. This means that the “Notice” to applicant will 
be mailed to the correspondence address provided in the applica- 
tion papers. Under current PTO practice, if no specific correspon- 
dence address is identified in the application, the address of the 
registered practitioner who filed the application on behalf of the 
applicant is used as the correspondence address. If no specific 
correspondence address or registered practitioner is identified in 
the application, the post office address of the first named inventor 
is used as the correspondence address. No change in current PTO 
practice in this regard is required as a result of § 1.53(d)(2) nor is 
any change planned. 


60. Comment: Several comments objected to the proposed deletion 
of § 1.60. One comment suggested that the deletion of § 1.60 was 
a major rule change and should have been proposed separate from 
the proposed rules dealing with the changes in practice required by 
Public Law 103-465. 

Response: In view of the comments received, the proposal to 
delete § 1.60 is withdrawn. However, the proposal will be 
considered as part of a comprehensive effort being conducted by 
the PTO to reengineer the entire patent process. 


61. Comment: One comment suggested that in view of the deletion 
of § 1.60, language should be incorporated in § 1.53(a)(1) to state 
that a copy of the prior application along with a copy of the 
declaration may be filed to obtain a filing date. Furthermore, full 
details and guidelines of the procedure should accompany the rule. 
Response: The suggestion has not been adopted. The proposal to 
delete § 1.60 is withdrawn in view of several comments received 
objecting to the deletion. 


62. Comment: One comment suggested that the removal of the 
stale oath practice be codified. 

Response: The suggestion has not been adopted. Neither the 
statute nor the rules require a recent date of execution to appear on 
the oath or declaration. The PTO practice of objecting to an oath 
or declaration where the time elapsed between the date of 
execution and the filing date of the application is more than three 
months is found in section 602.05 of the MPEP. Therefore, the 
removal of the stale oath practice will be accomplished by 
amending the MPEP. 


63. Comment: One comment questioned whether a copy of an 
application faxed to an attorney could be filed in the PTO as the 
application papers. 

Response: Yes. While a patent application may not be faxed 
directly to the PTO, an application faxed to an attorney may be 
forwarded to the PTO by mail or courier as the application papers 
provided the papers meet the formal requirements of § 1.52. 
Effective November 22, 1993, 1.4 was amended to include a new 
paragraph (d) to specify that most correspondence filed in the 
PTO, which requires a person’s signature, may be an original, a 
copy of an original or a copy of a copy. Only correspondence 
identified in 1.4(e) and (f) require the original to be filed in the 
PTO. Thus, an oath or declaration required by § 1.63, 1.153, § 
1.162 or § 1.175 may be an original, a copy of an original or a copy 
of a copy. See 1156 Off. Gaz. Pat. Office 61 (November 16, 1993). 


64. Comment: One comment suggested that applicant be permitted 
to use § 1.62 procedure to file the 35 U.S.C. 111(a) application 
which claims the benefit of a provisional application, at least in 
those situations where the 35 U.S.C. 111(a) application has been 
converted to a provisional application which is followed by the 
filing of a second 35 U.S.C. 111(a) application. 

Response: The suggestion has not been adopted. Section § 1.62 
will not be amended to permit the filing a 35 U.S.C. I11(a) 
application based on a provisional application because the PTO 
sees this situation as a trap for applicants. The filing procedures 
would be made more complicated if an exception is provided to 
address situations where a 35 U.S.C. 111(a) application is con- 
verted to a provisional application and a second 35 U.S.C. 111(a) 
application is later filed. However, the suggestion will be taken 
under advisement when greater familiarity with provisional appli- 
cations is developed. 
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65. Comment: One comment suggested that § 1.62 procedure be 
replaced with a simple petition procedure to reopen prosecution. 
Response: The suggestion is not being adopted. However, the 
suggestion will be taken under advisement as part of a compre- 
hensive effort being conducted by the PTO to reengineer the entire 
patent process. 


66. Comment: One comment suggested that the language in § 
1.62(a) that requires an identification of the “applicant’s name of 
the prior complete application” is confusing and should be 
clarified. 

Response: The suggestion has been adopted. Section § 1.62 is 
being amended to require the identification of the “applicants 
named in the prior complete application.” 


67. Comment: One comment suggested that § 1.62 be amended to 
state that the refiling procedures set forth in § 1.62 may be used 
after the issue fee is paid when a petition under § 1.313(b)(5) is 
granted. This practice is permitted pursuant to the notice published 
in 1138 Off. Gaz. Pat. Office 40 (May 19, 1992). 

Response: The suggestion has been adopted. 


68. Comment: One comment suggested that § 1.62 be amended to 
clarify whether applicant need to re-list, in the § 1.62 application, 
all the references cited by the examiner and applicant in the parent 
application in order to get those references printed on the eventual 
patent. 

Response: The suggestion has not been adopted. Section 609 of the 
MPEP (Sixth Edition, Jan. 1995) has been amended to clarify that 
in a § 1.62 application, references submitted and cited in the parent 
application need not be resubmitted. These references will be 
printed on the patent. However, in any continuing application filed 
under § 1.53(b)(1) or § 1.60, a list of the references must be 
resubmitted if applicant wishes to have the references printed in 
the eventual patent. 


69. Comment: One comment suggested that § 1.67 should go into 
more detail on when supplemental oaths are required in § 1.53 
filings of continuation and divisional applications. 

Response: The suggestion has not been adopted because it is seen 
to be unnecessary and no substantive change was proposed to § 
1.67 in the Notice of Proposed Rulemaking. 


70. Comment: One comment suggested that “not but” in § 1.67(b) 
should read “but not”. 
Response: The suggestion has been adopted. 


71. Comment: Several comments suggested that a rule be provided 
to state that an application for patent is permitted to claim the 
benefit of the filing date of more than one prior provisional 
application so long as the applicant complies with all statutory 
provisions. 

Response: The suggestion has been adopted. Section § 1.78(a)(3) 
is being amended to indicate that applicants are permitted to 
separately claim the benefit of the filing date of more than one 
prior provisional application in a later filed 35 U.S.C. 111(a) 
application provided all statutory requirements of 35 U.S.C. 119(e) 
are complied with. It is noted that current practice permits an 
application to claim the benefits of the filing date of more than one 
prior foreign application under 35 U.S.C. 119(a)-(d) and of more 
than one prior copending U.S. application under 35 U.S.C. 120, 
without an explicit statement to that effect in the rules. Since the 
final rules are being amended to specifically permit applications 
filed under 35 U.S.C. 111(a) to claim the benefits of the filing date 
of more than one prior copending provisional application, corre- 
sponding changes are also being made to § 1.55 and § 1.78(a)(1) 
relating to claims for the benefits available under 35 U.S.C. 
119(a)-(d) and 120 to be consistent with § 1.78(a)(3). 


72. Comment: Several comments requested that the PTO specify 
language to use in the first sentence of an application when priority 
is based on more than one provisional application. 

Response: Section § 1.78(a)(4) requires that “any application 
claiming the benefit of a prior filed copending provisional appli- 
cation must contain or be amended to contain in the first sentence 
of the specification following the title a reference to such prior 
provisional application, identifying it as a provisional application, 
and including the provisional application number.” Where a 35 
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U.S.C. 111(a) application claims the benefit of more than one 
provisional application, a suitable reference would read, “This 
application claims the benefit of U.S. Provisional Application No. 
60/--, filed-- and U.S. Provisional Application No. 60/--, filed --.” 
In addition, for an application which is claiming the benefit under 
35 U.S.C. 120 of a prior application, which in turn claims the 
benefit of a provisional application under 35 U.S.C. 119%e), a 
suitable reference would read, “This application is a continuation 
of U.S. application No. 08/--, filed --, now abandoned, which 
claims the benefit of U.S. Provisional Application No. 60/--, filed 


73. Comment: One comment suggested that the rules address the 
effect on patent term where an applicant in a continuing applica- 
tion deletes the reference to the prior filed application before the 
patent issues. 

Response: An applicant has full control over claims to the benefit 
of an earlier filing date under 35 U.S.C. 120, 121 or 365(c). The 
20-year patent term will be based upon the filing date of the 
earliest U.S. application that the applicant makes reference to 
under 35 U.S.C. 120, 121 and 365(c). Whether an applicant is 
entitled to the benefit of the filing date of an earlier application is 
something that an applicant should examine before the patent is 
issued. The PTO is not, unless it comes up as an issue in the 
examination process, going to determine whether any of the claims 
are entitled to the earlier filing date. Applicant however, should 
determine whether the claims are entitled to or require the benefit 
of the earlier filing date. If not, the applicant should consider 
canceling the reference to the earlier filed application to avoid 
having the 20-year patent term measured from that earlier filing 
date. An amendment adding or deleting a reference to an earlier 
filed application presented prior to a final action will be entered, 
however, the claims may be subject to possible intervening prior 
art. 


74. Comment: One comment stated that in view of the fact that a 
provisional application is not entitled to claim the benefit of a prior 
filed copending national or international application as stated in § 
1.53(b)(2)(iii), the phrase “other than a provisional application” in 
§ 1.78(a)(2) is unnecessary. 

Response: Section § 1.78(a)(2) is being amended to state that “any 
nonprovisional application claiming the benefit of a prior copend- 
ing nonprovisional or international application must contain....” 
Section § 1.78(a)(2) addresses a 35 U.S.C. 111(a) application 
which claims the benefit of a prior copending 35 U.S.C. 111(a) 
application or international application. 


75. Comment: Several comments objected to the content require- 
ments for drawings filed in a provisional application as originally 
set forth in proposed § 1.83(a)(2). One comment suggested that no 
rule was necessary to set forth the required content of drawings in 
a provisional application. 

Response: In view of the comments received, the proposed 
amendment to § 1.83 is withdrawn. Under 35 U.S.C. 113, first 
sentence, applicant must furnish drawings in a provisional appli- 
cation “where necessary for the understanding of the subject 
matter sought to be patented.” This requirement is also stated in 
existing 1.81(a). Therefore. no further elaboration on the content 
of the drawings in a provisional application is believed necessary 
in the rules. 


76. Comment: One comment suggested that the rules specify that 
formal drawings are not required in a provisional application. 
Response: The suggestion has not been adopted. However, the 
PTO intends to examine provisional! applications for requirements 
of form only to the extent that is necessary to permit normal 
storage and microfilming of the application papers. Formal draw- 
ings are usually not required for those purposes. 


77. Comment: Several comments suggested that § 1.97(d) be 
amended to require the PTO to consider any information disclo- 
sure statement submitted after a final rejection or notice of 
allowance if an appropriate fee is paid. 

Response: The suggestion has not been adopted because no 
substantive change to this rule was proposed in the Notice of 
Proposed Rulemaking. The existing rules are designed to encour- 
age prompt submission of information to the PTO. To permit 
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applicant to merely pay a fee to have any information disclosure 
statement submitted after a final rejection or Notice of Allowance 
would be contrary to the effort to encourage prompt submissions. 


78. Comment: One comment suggested that § 1.97 be changed so 
that an Office action which uses a newly cited reference as a 
ground for rejection under 35 U.S.C. 102 or 103 cannot be made 
final. 

Response: The suggestion has not been adopted because no 
substantive change to this rule was proposed in the Notice of 
Proposed Rulemaking. 


79. Comment: One comment suggested that the words “which are 
not examined” in § 1.101 as proposed are unnecessary and could 
create a negative implication that some provisional applications 
are examined. 

Response: The suggestion has not been adopted. By statute, 
provisional applications are not subject to 35 U.S.C. 131, i.e., the 
Commissioner is not permitted to examine a provisional applica- 
tion for patentability. 


80. Comment: Several comments stated that it is unfair to require 
small entities to pay the full $730.00 fee set forth in proposed § 
1.29. It is suggested that the fee be changed to $365.00 or less. 
Response: Pursuant to Public Law 103-465, the Commissioner has 
the authority to establish appropriate fees for the further limited 
reexamination of applications and for the examination of more 
than one independent and distinct invention in an application. As 
a result of additional review, it was concluded that these fees may 
be reduced by 50 %for small entities. Sections § 1.17(r) and (s) are 
being amended to indicate that the fees are reduced by 50% for 
small entities, that is, $365.00 for small entities. 


81. Comment: Several comments suggested that the transitional 
procedure set forth in § 1.29(a) as proposed is equivalent to filing 
one application, i.e., it provides for an extra examination and 
reexamination after the original final rejection, and, therefore, the 
requirement for two $730.00 fees, which is equivalent to two filing 
fees, is unwarranted. Another comment suggested that if the 
proposed $730.00 fee is adopted, the examiner should be in- 
structed to treat the after-final amendment as any other initial 
filing, i.e., a new application, not as an amendment submitted after 
a non-final office action. 

Response: Under existing PTO practice, it would not be proper to 
make final a first Office action in a continuing or substitute 
application where the continuing or substitute application contains 
material which was presented in the earlier application after final 
rejection or closing of prosecution but was denied entry because 
(1) new issues were raised that required further consideration 
and/or search, or (2) the issue of new matter was raised. The 
identical procedure will apply to examination of a submission 
considered as a result of the procedure under § 1.29(a). Thus, 
under § 1.29(a), if the first submission after final rejection was 
initially denied entry in the application because (1) new issues 
were raised that required further consideration and/or search, or (2) 
the issue of new matter was raised, then the next action in the 
application will not be made final. Likewise, if the second 
submission after final rejection was initially denied entry in the 
application because (1) new issues were raised that required 
further consideration and/or search, or (2) the issue of new matter 
was raised, then the next action in the application will not be made 
final. Thus, the fee required by § 1.29(a) has been set at the amount 
required for filing an application because the procedure provided 
by the rule is equivalent to the filing of two applications. No new 
matter can be entered by payment of the fee set forth in § 1.17(r). 


82. Comment: Several comments suggested that the fees required 
for filing a provisional application and those fees required by § 
1.29(a) and (b) for the transitional procedures should not be greater 
than the average cost of processing such matters by the PTO. Two 
comments stated that the fee required by § 1.29(a) is excessive 
relative to PTO costs. 

Response: The fee required for filing a provisional application is 
set by Public Law 103-465 and the PTO has no discretion with 
respect to the amount of that particular fee. As to the fee required 
by § 1.29(a), the procedures relating to the first submission 
provided by § 1.29(a) is equivalent to the filing of a file wrapper 
continuation application under § 1.62, and therefore, the fee 
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required with the first submission is appropriately set at the same 
amount as a filing fee, which is $730.00. The $730.00 fee is subject 
to a 50% reduction for small entities. The second submission is 
equivalent to the filing of a second file wrapper continuation 
application and the fee for the second submission is appropriately 
set at the same amount as a filing fee. As to the fee required by § 
1.29(b), the procedures set forth in § 1.29(b) permit applicants to 
retain multiple inventions in a single application rather than having 
to file multiple divisional applications. The fee for each indepen- 
dent and distinct invention in excess of one is appropriately set at 
the same amount as the filing fee for a divisional application, 
which is $730.00. The $730.00 fee is subject to a 50% reduction 
for small entities. 


83. Comment: One comment suggested that the time period for the 
payment of the $730.00 fee for the transitional after-final practice 
be extended if applicant files a petition seeking reversal of the 
examiner’s refusal to enter the amendment after final without fee, 
until one month after an unfavorable decision on the petition. 
Response: If an earlier filed petition seeking reversal of the 
examiner’s refusal to enter the amendment after final is granted by 
the Director finding that the final rejection was premature, but the 
petition had not been decided by the time the § 1.29(a) fee was 
due, applicant must submit the § 1.29(a) fee so as to toll the time 
period for response to the final rejection. Otherwise, the applica- 
tion would be abandoned. Upon granting of such a petition by the 
Director, the § 1.29(a) fee paid will be refundable to applicant on 
request. Applications that fall under § 1.29(a) are under final 
rejection and there is a time period running against the applicant. 
Applicant must toll that time period by paying the transitional 
after-final fee set forth in § 1.29(a) and any necessary extension of 
time fees and Notice of Appeal fee. Section § 1.29(a) is being 
amended to indicate that the submission and the fee set forth in § 
1.17(r) may be submitted before the filing of the Appeal Brief and 
prior to abandonment of the application. 


84. Comment: One comment suggested that if it is decided that the 
transitional after-final practice is made permanent, the PTO should 
seek legislative authorization to provide reduced fees for small 
entities. 

Response: If it is decided that the transitional after-final practice be 
made permanent, the PTO will propose legislation to accomplish 
this change. 


85. Comment: Several comments suggested that § 1.29(a) and (b) 
should apply to all applications regardless of whether they were 
filed before or after June 8, 1995. Several comments suggested that 
the practices set forth in § 1.29(a) and (b) should be made 
permanent. 

Several comments suggested that an applicant should be per- 

mitted to have a submission entered and considered after any final 
rejection upon payment of a fee as set forth in § 1.17(r), not just 
the first and second final rejections. 
Response: The suggestions have not been adopted at this time. 
However, the PTO is undertaking a project to reengineer the entire 
patent process. These suggestions will be taken under advisement 
in that project. 


86. Comment: One comment suggested that the PTO make an 
effort to treat applications in which a submission under § 1.29(a) 
has been filed on an expedited basis. 

Response: Once the submission is filed and the fee set forth in § 
1.17(r) is paid the finality of the last PTO action is withdrawn. The 
filing of the submission and the fee under § 1.29(a) is equivalent 
to the filing of a continuing application and will be treated in the 
same fashion and under the same turnaround time frame as a 
continuing application. 


87. Comment: One comment suggested that PTO practice be 
changed so that a first Office action in a continuing application 
cannot be made final. 

One comment suggested that PTO practice regarding second 
action final be relaxed. 
Response: The suggestions have not been adopted at this time. 
However, the PTO is undertaking a project to reengineer the entire 
patent process. These suggestions will be taken under advisement 
in that project. 
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88. Comment: One comment stated that in proposed § 1.29, there 
is no express provision for the finality of the previous rejection to 
be withdrawn if applicant complies with the proposed rule. It is 
suggested that the proposed rule state that the finality of the 
previous action would be withdrawn if applicant complied with the 
rule when making a first or second submission after a final action. 
Response: The suggestion has been adopted. 


89. Comment: One comment requested that the PTO clarify 
whether § 1.29(a) required the first final rejection to be specifically 
withdrawn and a different final (i.e., one containing a new ground 
of rejection) rejection made before applicant is entitled to make a 
second submission. 

Response: The final rule provides that the finality of the previous 
final office action is automatically withdrawn upon the timely 
filing of the first § 1.29(a) submission and the fee set forth in § 
1.17(r). If the first PTO action following the payment of the § 
1.17(r) fee is a non-final office action, a further response from 
applicant will be entered and considered as a matter of right 
without payment of the fee set forth in § 1.17(r). If the next office 
action or any subsequent action is made final, the finality of that 
office action will be automatically withdrawn upon the timely 
filing of a second § 1.29(a) submission and the fee set forth in § 
1.17(r). 


90. Comment: One comment suggested that the PTO not permit 
the first PTO action following the payment of the § 1.17(r) fee to 
be made final under any circumstances. 

Response: The suggestion has not been adopted. The first PTO 
action following the payment of the § 1.17(r) fee may be made 
final under the same conditions that a first office action may be 
made final in a continuing application (see section 706.07(b) of the 
MPEP). However, it would not be proper to make final a first 
Office action in a continuing or substitute application where the 
continuing or substitute application contains material which was 
presented in the earlier application after final rejection or closing 
of prosecution but was denied entry because (1) new issues were 
raised that required further consideration and/or search, or (2) the 
issue of new matter was raised. The procedure set forth in section 
706.07(b) of the MPEP will apply to examination of a submission 
considered as a result of the procedure under § 1.29(a). 


91. Comment: Several comments suggested that the filing of the 
first submission under § 1.29(a) within the statutory period for 
response set in final rejection should toll the running of the 
six-month statutory period. 

Response: The filing of a submission, e.g., an information disclo- 
sure statement or an amendment, after a final rejection without 
payment of the fee set forth in § 1.17(r) will not toll the period for 
response set in the final rejection. However, § 1.29(a) is being 
amended to provide in the rule that the finality of the previous 
Office action is automatically withdrawn upon the filing of the 
submission and the payment of the fee set forth in § 1.17(r). Thus, 
the filing of a submission and the payment of the fee set forth in 
§ 1.17(r) and any extension of time fees and Notice of Appeal fee, 
if they are necessary to avoid abandonment of the application, will 
automatically toll the period for response set in the final rejection. 
It must be kept in mind that the provisions of § 1.29 apply only to 
an application, other than for reissue or a design patent, that has 
been pending for at least two years as of June 8, 1995, taking into 
account any reference made in such application to any earlier filed 
application under 35 U.S.C. 120, 121 and 365(c). 


92. Comment: One comment asked (1) whether it would be 
necessary to file a Notice of Appeal and appeal fee with or after the 
first submission and fee if the examiner acts on the first submission 
and before the end of the six months from the date of the final 
rejection issues (a) a notice of allowance, (b) a non-final action, or 
(c) a second final rejection; (2) would the Notice of Appeal and fee 
be due only at the end of the six months from the date of the final 
rejection regardless of whether the examiner has acted on the 
submission by then; and (3) if the Notice of Appeal and fee have 
once been paid following a first final rejection, would a second 
notice and fee need to be paid if a second final rejection were 
issued and applicant desired to file a second submission under § 
1.29(a). 

Another comment suggested that the appeal fee set forth in § 
1.17(e) should not be required where the Notice of Appeal is filed 
with a § 1.29(a) submission and the fee set forth in § 1.17(r). 
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Response: As to questions (1) and (2) and the second comment, if 
the first submission and the proper fee set forth in § 1.17(r) are 
timely filed in response to the final rejection, the finality of the 
previous rejection will be automatically withdrawn and applicant 
need not file the Notice of Appeal or the appeal fee. For example, 
if the first submission and the proper fee set forth in § 1.17(r) were 
filed on the last day of the six-month period for response to the 
final rejection, applicant must also file a petition for three months 
extension of time with the appropriate fee in order to avoid 
abandonment of the application. In such case, applicant need not 
file the Notice of Appeal or the appeal fee if the proper fee set forth 
in § 1.17(r) was timely paid. However, under the same fact 
situation, if applicant failed to submit the proper fee set forth in § 
1.17(r), the finality of the previous rejection would not be 
withdrawn and the time period for response would still be running 
against applicant. In such case, a Notice of Appeal and appeal fee 
must also accompany the papers filed at the six-month period in 
order to avoid abandonment of the application. The proper fee set 
forth in § 1.17(r) must be filed prior to the filing of the Appeal 
Brief and prior to the abandonment of the application. 

As to question (3), if the Notice of Appeal and fee have once 
been paid following a first final rejection and applicant timely files 
a first submission and the proper fee set forth in § 1.17(r), the 
finality of the previous final rejection will be withdrawn and the 
appeal fee paid could be applied against any subsequent appeal. If 
the examiner issues a non-final rejection in response to applicant’s 
first submission, a further response from applicant will be entered 
and considered as a matter of right. If any subsequent Office action 
is made final, applicant may file a second submission along with 
the proper fee pursuant to § 1.29(a). If the second submission and 
the proper fee set forth in § 1.17(r) are timely filed in response to 
the subsequent final rejection, the finality of the previous final 
rejection will be withdrawn. Any submission filed after a final 
rejection made in the application subsequent to the fee under § 
1.29(a) having been paid twice will be treated as set forth in § 
1.116. Applicant may, upon payment of the appeal fee, appeal a 
final rejection within the time allowed for response pursuant to § 
1.191. 


93. Comment: One comment questioned whether the “first sub- 
mission” under § 1.29(a) has to be the first response filed after a 
final rejection or could it include subsequent responses to the same 
final rejection. 

Response: The “first submission” under § 1.29(a) would include 
all responses filed prior to and with the payment of the fee required 
by § 1.29(a) provided the submission and fee are filed prior to the 
filing of the Appeal Brief and prior to abandonment of the 
application. 


94. Comment: One comment suggested that § 1.29(a) be changed 
to permit the procedure to be available up until the filing of an 
Appeal Brief since it is not uncommon to file an amendment after 
a Notice of Appeal is filed but before the filing of an Appeal Brief. 
Response: The suggestion has been adopted. 

Section § 1.29(a) is being amended to indicate that the submis- 
sion and the fee set forth in § 1.17(r) must be submitted before the 
filing of the Appeal Brief and prior to abandonment of the 
application. 


95. Comment: One comment suggested that the transitional 
after-final practice be available at any time after final, including 
after the resolution of an appeal unfavorable to applicant in whole 
or in part. 

Response: The suggestion has not been adopted. Section § 1.29(a) 
is being amended to indicate that the submission and the fee set 
forth in § 1.17(r) must be submitted before the filing of the Appeal 
Brief and prior to abandonment of the application. The suggestion 
to extend the period to after the resolution of an appeal unfavor- 
able to applicant in whole or in part has not been adopted because 
the suggestion would further unduly extend prosecution of the 
application. 


96. Comment: One comment stated that if an examiner must 
withdraw the finality of the rejection as a result of the transitional 
provision, the examiner should be credited with two counts in 
order to be compensated for the additional work. 

Response: The examiner credit system is not part of this rulemak- 
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ing package. However, as part of the Public Law 103-465 
implementation plan, some accommodation will be made for the 
extra work performed. 


97. Comment: One comment stated that regarding the transitional 
after-final practice, the fee should not be required if the only 
reason is to have the PTO consider recently obtained art. 
Response: Under current practice, if applicant submits prior art 
after final rejection but before the payment of issue fee, the art will 
be considered if applicant makes the required certification and 
submits a petition with the required petition fee of $130.00 (see 
section 609 of the MPEP). If applicant can make the certification, 
applicant would not have to rely on the transitional after-final 
procedure to have the prior art considered. In the event that 
applicant cannot make the certification, then the procedure under 
§ 1.29(a) is available if applicant wishes the PTO to consider the 
prior art without refiling the application. 


98. Comment: One comment suggested that the PTO modify 
existing restriction practice to make it more difficult for examiners 
to require restriction, for example, by requiring every restriction 
requirement to show two-way distinctness and separate status in 
the art established by means other than reference to the PTO’s 
classification system. 

Response: The suggestion has not been adopted. However, the 
PTO is undertaking a project to reengineer the entire patent 
process. This suggestion will be taken under advisement in that 
project. 


99. Comment: One comment suggested that the pendency periods 
required by 

§ 1.29(a) and (b) should be 18 months rather than 2-year and 
3-year, respectively. 
Response: The pendency periods set forth in the rule which 
establish eligibility for the transitional procedures are set forth in 
Public Law 103-465. 


100. Comment: One comment suggested that § 1.29(a) be 
amended to permit prosecution to be reopened after a Notice of 
Allowance or final rejection upon the filing of a form requesting 
that prosecution be reopened and payment of the necessary fee. 
Response: The procedures set forth in § 1.29(a) are not applicable 
to amendments filed after a Notice of Allowance. Amendments 
filed after the mailing of a Notice of Allowance are governed by 
1.312. The procedures set forth in § 1.29(a) are applicable to 
amendments filed after a final rejection. If applicant submits an 
amendment after final and the examiner notifies the applicant in 
writing that the amendment is not entered, § 1.29(a) permits 
applicant to submit a letter prior to abandonment of the application 
and prior to the filing of the Appeal Brief, requesting entry of the 
prior filed amendment along with the payment of the appropriate 
fee set forth in § 1.17(r). The letter requesting entry of the prior 
filed amendment would be equivalent to “a form” as suggested in 
the comment. 


101. Comment: One comment suggested that the PTO liberalize its 
current practice under 1.116 to make it easier for amendments or 
evidence to be entered and considered after a final rejection. 
Response: The suggestion has not been adopted since no change 
was proposed to 1.116 in the Notice of Proposed Rulemaking. 
However, the suggestion will be taken under advisement as part of 
a comprehensive effort being conducted by the PTO to reengineer 
the entire patent process. It should be noted that any change to 
liberalize the current practice under 1.116 would necessitate 
increasing fees. 


102. Comment: Several comments suggested that the transitional 
restriction provision be modified to state that no restriction 
requirement shall be made or maintained in any application 
pending for three years on the effective date of the legislation. The 
comment stated that if restriction requirements made prior to April 
8, 1995, are permitted to be maintained then applicants will be 
forced to file divisional applications resulting in the automatic loss 
of term after June 8, 1995. A heavy penalty will be placed on the 
chemical, pharmaceutical and biotechnology industries, who have 
less than 4 months to search through the ancestors of all pending 
applications and to identify all restriction requirements and to file 
divisional applications before June 8, 1995. The comment further 
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suggested that the current restriction practice be changed in view 
of the implementation of the 20-year term. 

Response: The suggestion has not been adopted. The two-month 
date set forth in § 1.29(b)(1)(i) is from the Statement of Admin- 
istrative Action, which is part of Public Law 103-465. Under 
section 102 of Public Law 103-465, “the statement of administra- 
tive action approved by the Congress shall be regarded as an 
authoritative expression by the United States concerning the 
interpretation and application of the Uruguay Round Agreements 
and this Act in any judicial proceeding in which a question arises 
concerning such interpretation or application.” The Commissioner 
does not have any authority to establish rules which are inconsis- 
tent with the Act. It is noted that in cases where a restriction 
requirement was made prior to April 8, 1995, applicant will have 
sufficient time to file divisional applications prior to June 8, 1995, 
so as to retain the benefit of the 17-year patent term for those 
divisional applications. 

The PTO is currently reviewing the restriction practice in view 
of the implementation of the 20-year patent term. It is noted that 
a change in restriction practice without changes to other fees 
would have a negative impact on funding needed to operate the 
PTO. 


103. Comment: Several comments suggested that proposed excep- 
tions (1) and (2) in § 1.29(b) ignore the mandatory language of 
section 532(2)(B) of Public Law 103-465 and should be deleted. 
Response: The suggestion has not been adopted. The exceptions 
referred to are contained in the Statement of Administrative 
Action, which is part of Public Law 103-465. Under section 102 of 
Public Law 103-465, “the statement of administrative action 
approved by the Congress shall be regarded as an authoritative 
expression by the United States concerning the interpretation and 
application of the Uruguay Round Agreements and this Act in any 
judicial proceeding in which a question arises concerning such 
interpretation or application.” 


104. Comment: One comment asked whether “restriction” under § 
1.29(b) apply to election of species under 1.146. 
Response: “Restriction” under § 1.29(b) applies to both require- 
ments under § 1.142 and elections under 1.146. 


105. Comment: Several comments requested that clarification be 
made as to what constitutes “actions by the applicant” in § 
1.29(b)(1) and specifically, whether a request for extension of time 
under § 1.136(a) constitutes such “actions” by the applicant. 
Response: Examples of what constitute “actions by the applicant” 
in § 1.29(b)(1) are: (1) applicant abandons the application and 
continues to refile the application such that no Office action can be 
issued in the application, and (2) applicant requests suspension of 
prosecution under § 1.103(a) such that no Office action can be 
issued in the application. Extension of time under § 1.136(a) 
would not constitute such “actions by the applicant” under § 
1.29(b)(1). 


106. Comment: One comment suggested that the one-month period 
set forth in 

§ 1.29(b) is insufficient to give an applicant time to file a petition 
under § 1.144 from a restriction requirement. Several comments 
suggested that § 1.29(b) be amended to permit applicant to 
challenge the restriction requirement by way of a petition before 
being required to pay the fees set forth in § 1.17(s). 
Response: Section § 1.29(b)(2) is being amended in the final rule 
package to indicate that applicant will be given “a time period” to 
(1) make an election, if no election has been previously made, and 
pay the fee set forth in § 1.17(s), (2) confirm an earlier election and 
pay the fee set forth in § 1.17(s), or (3) file a petition under § 
1.29(b)(2) traversing the restriction requirement. If applicant 
chooses not to pay the fee set forth in § 1.17(s), applicant may file 
a petition under § 1.29(b)(2) requesting immediate review by the 
Group Director of the restriction requirement. No petition fee is 
required. A petition under § 1.29(b)(2) rather than under § 1.144 
would be more appropriate under the circumstances since a 
petition under § 1.144 requires the examiner to make the restric- 
tion final before the petition can be considered. 


107. Comment: One comment suggested that if applicant elects not 
to pay the fee set forth in § 1.17(s), applicant should be allowed to 
elect the invention to be examined. 
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Response: The suggestion has been adopted. Section § 1.29(b) is 
being amended to indicate that if applicant chooses not to pay the 
fees for the additional inventions, applicant must elect the inven- 
tion to be examined and the claims directed to the non-elected 
inventions for which no fee has been paid will be withdrawn from 
consideration. 


108. Comment: One comment suggested that the PTO amend the 
rules to permit all, or at least several, inventions to be examined in 
a single application upon payment of an appropriate fee. 
Response: The suggestion has not been adopted at this time. 
However, the PTO is currently undertaking a project to reengineer 
the entire patent process. The suggestion will be taken in advise- 
ment in this project. 


109. Comment: One comment suggested that PTO follow the 
wording of 35 U.S.C. 121 and only require restriction where an 
application claims two or more independent and distinct inven- 
tions rather than two or more independent or distinct inventions. 
Response: In making restriction requirements, the PTO has always 
followed the wording of 35 U.S.C. 121 to require restriction if two 
or more independent and distinct inventions are claimed in an 
application rather than independent or distinct as suggested by the 
comment. The term “independent” includes species and related 
inventions such as combination/subcombination and process and 
product. Restriction is proper if these independent inventions are 
patentably distinct (see section 802.01 of the MPEP). 


110. Comment: One comment suggested that the standard for 
determining whether an application contains independent and 
distinct inventions should only be the “unity of invention” stan- 
dard used for PCT applications. 

Response: The suggestion has not been adopted. The current 
restriction practice for 35 U.S.C. 111(a) applications is governed 
by 35 U.S.C. 121 and 1.141, § 1.142 and 1.146. The PCT “unity 
of invention” standard only applies to PCT applications and 
applications filed under 35 U.S.C. 371. The PTO is currently 
reviewing the restriction practice in view of the implementation of 
the 20-year patent term. It is noted that a change in restriction 
practice without changes to other fees would have a negative 
impact on funding needed to operate the PTO. 


111. Comment: One comment suggested that the PTO apply the 
PCT unity of invention standard as interpreted by the EPO and that 
1.475(b) be amended to permit a broad range of claims in a single 
application. 

Response: The PTO is currently undertaking a project to reengi- 
neer the entire patent process. The suggestion will be taken under 
advisement in this project. 


112. Comment: One comment suggested that the PTO examiner 
should not be permitted to issue a restriction requirement or an 
election of species requirement if the ISA and the IPEA have found 
that an application complies with the unity of invention require- 
ment. 

Another comment suggested that the PTO consider allowing 
applicants to retain all claims in a single application when the 
claims are related, e.g., method and apparatus claims. 

Another comment suggested that all species be searched before 
the first Office action regardless of whether one species is found to 
be unpatentable. 

Another comment suggested that election of species require- 

ments be prohibited. 
Response: The suggestions have not been adopted. These issues 
were not addressed in the Notice of Proposed Rulemaking. 
However, the PTO is currently undertaking a project to reengineer 
the entire patent process. The suggestions will be taken under 
advisement in that project. 


113. Comment: One comment suggested that decisions on whether 
to issue a restriction requirement be made within two-three months 
of the application filing date, and, if the requirement is traversed, 
the examiner should determine within four-five months of the 
filing date whether to maintain the requirement. Decisions on 
petitions to withdraw a restriction requirement should be decided 
within one month. 

Response: The suggestion has not been adopted. Current practice 
dictates that restriction requirements be made at the earliest 





Fesruary 20, 2001 


appropriate time in the pendency of a given application, e.g., in the 
first Office action. It would be difficult to issue a restriction 
requirement within two-three months of the application filing date 
as suggested since a large number of applications are filed with 
missing parts and applicants are given a time period to submit the 
missing parts. Furthermore, applications must be processed by the 
Application Branch and must be screened by Licensing and 
Review for national security. Petitions to withdraw a restriction 
requirement should be acted on by the Group Director expedi- 
tiously. 


114. Comment: One comment argued that the phrases, “so as to be 
pending for a period of no longer than 12 months” and “under no 
circumstances will the provisional application be pending after 12 
months”, in § 1.139 were repetitious and suggested that one or 
both of the phrases be deleted. 

Response: The suggestion has not been adopted. The statements 
are included for emphasis. 


115. Comment: One comment suggested that § 1.139 clearly state 
that if the revival petition is filed later than 12 months after filing 
of the provisional application, then the revival is for the sole 
purpose of providing copendency for a 35 U.S.C. 111(a) applica- 
tion filed during that 12-month period. 

Response: The suggestion has not been adopted. The proposed 
language is not necessary. 


116. Comment: One comment stated that 35 U.S.C. 154(b) as 
contained in Public Law 103-465 does not give the Commissioner 
any authority to decide the period of extension. Therefore, 
proposed § 1.701 is without statutory basis. 

Response: 35 U.S.C. 6(a) gives the Commissioner authority to 
establish regulations not inconsistent with law.Section § 1.701 is 
consistent with 35 U.S.C. 154(b) and furthermore, the Commis- 
sioner has the authority under 35 U.S.C. 154(b)(3)(C) to establish 
regulations to address the standards for determining due diligence. 


117. Comment: One comment questioned whether patent term 
extension under 35 U.S.C. 154(b) is available for patents issuing: 
(1) before June 8, 1995, with a 17-year patent term or a 17/20 year 
patent term; (2) on or after June 8, 1995, on applications filed 
before June 8, 1995, with a 17-year patent term or a 17/20 year 
patent term. 

Response: None of the patents set forth in the examples are 
eligible for patent term extension. Under the terms of the statute, 
patent term extension is only available for patents issued on 
applications filed on or after June 8, 1995. 


118. Comment: Several comments questioned whether a patent 
issued on a continuing application is entitled to a patent term 
extension under 35 U.S.C. 154(b) due to interference, secrecy 
order, or appellate review delays occurring in the examination of 
the parent application. 

Response: If the delay in the parent application contributed to a 
delay in the issuance of a patent in the continuing application, the 
patent granted on the continuing application may be eligible for an 
extension under 35 U.S.C. 154(b). 


119. Comment: One comment suggested that the patent term be 
extended for a period of time equal to the time necessary to revive 
an application improperly abandoned due to PTO error. Another 
comment suggested that patent term extension be available for 
other PTO delays. 

Response: The suggestions have not been adopted. Section 154(b) 
of title 35, United States Code, only permits patent term extension 
for delays due to interferences, secrecy orders, and/or successful 
appeals. 


120. Comment: One comment suggested that the period of an 
extension granted under § 1.701 be printed on the face of the 
patent. 

Response: The PTO will publish on the face of the patent any 
patent term extension that is granted pursuant to § 1.701. 


121. Comment: One comment suggested that the word “interfer- 
ence” be inserted before the word “proceedings” in § 1.701(a)(1). 
Response: The suggestion has been adopted. 
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122. Comment: One comment stated that the last sentence of § 
1.701(b) is confusing because it suggests that patent term exten- 
sion will be available in cases of terminal disclaimer and that the 
extension begins on the terminal disclaimer date rather than the 
original expiration date. This statement is contrary to 35 U.S.C. 
154(b)(2) which does not permit any patent term extension for 
appellate delay if the patent is subject to a terminal disclaimer. 
Response: In order to reduce confusion, the last sentence of § 
1.701(b) is being amended to state that the extension will run from 
the expiration date of the patent. The reference to “terminal 
disclaimer” is being deleted. 


123. Comment: Two comments stated that if an application 
involved in an interference proceeding contains uninvolved 
claims, those uninvolved claims should not be entitled to extension 
of patent term under proposed § 1.701 because applicant could 
cancel those uninvolved claims from the application and refile 
those claims in a continuation application. It is suggested that if an 
applicant leaves conclusively uninvolved claims (where no § 
1.633(c)(4) motion is filed) in the application in interference, 
applicant does not get the benefit of the extension for any claim. 
Response: The suggestion has not been adopted. The statute, 35 
U.S.C. 154(b), grants patent term extension to a patent if the 
issuance of the patent was delayed due to interference proceeding 
under 35 U.S.C. 135(a). The statute does not exclude applications 
containing uninvolved claims. The Commissioner does not have 
the authority to establish regulations which are inconsistent with 
the law. Therefore, an application involved in an interference 
which contains uninvolved claims will be entitled to patent term 
extension if the issuance of the patent was delayed due to 
interference proceeding under 35 U.S.C. 135(a). 


124. Comment: One comment asked whether applicant is entitled 
to patent term extension regardless of whether an interference 
involving applicant’s application is ultimately declared. 

One comment asked if the PTO ends the suspension without 

declaring an interference, and continued prosecution results in 
filing of a continuation or divisional application, are such subse- 
quent cases entitled to the extension. 
Response: An application will not be suspended unless it is 
decided that an interference can be declared involving that 
application. If prosecution of applicant’s application is suspended 
due to an interference not involving applicant’s application and an 
interference involving applicant’s application is later declared, 
applicant will be entitled to patent term extension under § 
1.701(c)(1)(ii) for the suspension period and under § 1.701(c)(1)(i) 
for the interference period. However, if prosecution of applicant’s 
application is suspended due to an interference not involving 
applicant’s application and if the PTO ends the suspension of the 
application without declaring an interference involving applicant's 
application, that application will be entitled to patent term exten- 
sion under § 1.701(c)(1)(ii). If prosecution results in filing of a 
continuing application and if the delay in the parent application 
contributed to a delay in the issuance of a patent on the continuing 
application, the patent granted on the continuing application may 
be eligible for an extension under 35 U.S.C. 154(b). 


125. Comment: One comment stated that delays in the issuance of 
a patent can exceed the five-year limit provided for in proposed § 
1.701(b). Where the delay was not the fault of the applicant, why 
should there be this maximum? 

Another comment stated that in a biotechnology application, if 
suspension of the application results in a declared interference, the 
period of delay calculated under § 1.701(c)(1)(i) will likely 
consume most of the five-year maximum extension. This renders 
the value of any time period measured under § 1.701(c)(1)(ii) 
negligible, thus diminishing the rights of applicant due to the 
unregulated suspension powers of the PTO. 

Response: The five-year limit for patent term extension set forth in 
§ 1.701(b) is required by statute, 35 U.S.C. 154(b). 


126. Comment: One comment suggested that § 1.701(c)(1)(i) be 
amended to state that an application added after an interference is 
declared is entitled to an extension measured only from the date of 
redeclaration. 

Response: The suggestion has not been adopted. The language in 
§ 1.701(c)(1)(i) is clear that for an application that is added to an 
interference, that application is entitled to an extension measured 
from the date of redeclaration of the interference. 
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127. Comment: One comment stated that § 1.701(c)(1)(ii) does not 
address the case where a suspended application is added to the 
interference without the suspension being lifted. 

Response: Section § 1.701(c)(1)(ii) is being amended to reference 
the endpoint for the suspension period to the date of termination of 
the suspension. Where prosecution of an application is suspended 
due to interference proceedings not involving the application, the 
suspension is made pursuant to § 1.103(b). When that application 
is added to an interference, the suspension pursuant to § 1.103(b) 
will be automatically lifted. The application is entitled to patent 
term extension for the period of suspension pursuant to § 
1.701(c)(1)(ii) and for the period of interference pursuant to § 
1.701(c)(1)(i). Under § 1.701(c)(1)(ii), the period of suspension 
begins on the date the application is suspended and ends on the 
date the suspension under § 1.103(b) is terminated, which in this 
case would be the same date as the date of redeclaration of the 
interference. 


128. Comment: One comment suggested that the phrase “, if any,” 
in § 1.701(c)(1)(i) and (ii) is unnecessary. 

Response: The suggestion has not been adopted. However, § 
1.701(c)(1 (i) is being amended for clarity by deleting the phrase 
“if any” after the first occurrence of “interference” and by inserting 
the same phrase after the phrase “the number of days.” 


129. Comment: Several comments suggested that the phrase “was 
declared or redeclared” in § 1.701(c)(1)(i) be changed to --was first 
declared--. 

Response: The suggestion has not been adopted. The language of 
the rule reads “with respect to each interference in which the 
application was involved, the number of days in the period 
beginning on the date the interference was declared or redeclared 
to involve the application in the interference....” An interference 
may be declared as A vs. B and later redeclared as A vs. B vs. C. 
Under the rule, the period of extension would be counted, with 
respect to applications A and B, from the date the interference was 
declared to involve the applications A and B. With respect to 
application C, the period of extension would be counted from the 
date the interference was redeclared to involve the application C. 
No ambiguity is seen in the language as originally proposed. 


130. Comment: One comment suggested that the use of the phrase 
“appellate review” in reference to an action under 35 U.S.C. 145 
or 146 is incorrect, since an action under 35 U.S.C. 145 or 146 is 
not considered as an “appellate review” and suggests that § 
1.701(a(3) be amended so that the introductory phrase reads 
“Appellate review by the Board of Patent Appeals and Interfer- 
ences or review by a Federal court under 35 U.S.C. 141 or 145.,....” 
Response: The suggestion has not been adopted. The use of the 
phrase “appellate review” in reference to an action under 35 
U.S.C. 145 or 146 is technically incorrect. However, Public Law 
103-465 provides for extension of patent term for “delay due to 
appellate review by the Board of Patent Appeals and Interferences 
or by a Federal court”. The introductory phrase referred to in the 
comment uses the exact language found in the statute. 


131. Comment: One comment suggested that § 1.701(a) be 
amended to specify whether extensions for appellate delays are 
available for reissue applications. 

Response: The suggestion has not been adopted. Under 35 U.S.C. 
251, the term of a reissue patent is “for the unexpired part of the 
term of the original patent.” Therefore, patent term extension for 
appellate delays is not available for reissue applications. 


132. Comment: One comment suggested that § 1.701(d) be 
deleted. 

Response: The suggestion has not been adopted. Section § 
1.701(d) sets forth the language found in the statute, 35 U.S.C. 
154(b)(3) and further provides a standard for determining due 
diligence. 


133. Comment: Several comments suggested that the lack of due 
diligence set forth in § 1.701(d)(2) be limited to the acts which 
occurred during the appellate period (after the filing of a Notice of 
Appeal) and not during prosecution. 

Response: The suggestion has been adopted. Section § 1.701(d) is 
being amended accordingly. 
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134. Comment: One comment suggested that the rules be made 
clear that a suspension under § 1.103 does not constitute a lack of 
due diligence under § 1.701(d)(2). 

Response: The suggestion has not been adopted. A request for 
suspension pursuant to § 1.103(a) during the appellate review 
period will be considered to be prima facie evidence of lack of due 
diligence. 


135. Comment: Several comments stated that the rules permit 
extensions of time and the filing of informal applications. These 
acts should not constitute lack of due diligence since the proposed 
rule defined the standard for determining due diligence is whether 
the applicant exhibited that degree of timeliness as may reasonably 
be expected from, and which is ordinarily exercised by, a person. 
One comment suggested that the Office adopt a gross negligence 
standard. 

Response: The examples of acts that may constitute lack of due 
diligence set forth in the Notice of Proposed Rulemaking (exten- 
sions of time, filing of nonresponsive submissions, and filing of 
informal applications) are being withdrawn. The suggestion re- 
garding the adoption of a gross negligence standard has not been 
adopted. As set forth in § 1.701(d)(2), the standard for determining 
due diligence is whether applicant exhibited that degree of 
timeliness as may reasonably be expected from, and which is 
ordinarily exercised by, a person during the appellate review 
period. 


136. Comment: One comment stated that the PTO list in the rule 
all circumstances in which an applicant will be considered not to 
have acted with due diligence. 

Another comment suggested that objective criteria for “dili- 
gence” be set forth in § 1.701(d)(2). 
Response: The suggestion has not been adopted. Whether an 
action by the applicant constitutes lack of due diligence will be 
determined by the facts and circumstances of each case. Since lack 
of due diligence is determined on a case-by-case basis, it would 
not be possible to list all circumstances in the rule. Examples of 
acts which will constitute prima facie evidence of lack of due 
diligence are: (1) abandonment of the application during appellate 
review; and (2) suspension of action under § 1.103(a) during 
appellate review. 


137. Comment: One comment suggested that guidance be provided 
in the comments to the Notice of Final Rules identifying in what 
circumstance is a patent issued “pursuant to an appellate decision 
reversing an adverse determination of patentability.” 

Several comments questioned whether the reversal of all rejec- 
tions on one of several appealed claims would entitle applicant to 
an extension under § 1.701(a)(3). Two comments suggested that 
the rule be redrafted to allow appropriate extension of term where 
the Board or a court reverses at least “in part.” 

Response: Extension of patent term under § 1.701(a)(3) is appli- 
cable if all the rejections of any one claim are ultimately reversed. 
The rule is clear and no clarification is needed. 


138. Comment: One comment stated that § 1.701 does not address 
the situation where applicant appeals with both allowed and 
rejected claims. In such case, patent term extension should be 
available for any claims that were allowed prior to appellate 
review, if the allowed claims were in the same application, whether 
or not the decision of the examiner on the rejected claims is 
ultimately reversed. Applicant should not have to refile the allowed 
claims and rejected claims in separate cases in order to take 
advantage of the patent term extension. 

Response: \f applicant chooses to keep the allowed claims with the 
rejected claims in the application on appeal, patent term extension 
pursuant to 35 U.S.C. 154(b)(2) is only available if a patent was 
issued pursuant to a decision reversing an adverse determination of 
patentability and if the patent is not subject to a terminal 
disclaimer due to the issuance of another patent claiming subject 
matter that is not patentably distinct from that under appellate 
review. If the appellate review is not successful, applicant will not 
be entitled to patent term extension. 


139. Comment: One comment questioned whether the phrase “if 
the patent is not subject to a terminal disclaimer” in § 1.701(a)(3) 
is intended to be limited to those applications in which a terminal 
disclaimer has actually been filed or encompass those applications 
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in which a double patenting rejection has been made and a 
terminal disclaimer suggested by an examiner. 

Response: The calculation of any applicable extension under § 
1.701 will be made prior to the mailing of the Notice of Allowance 
and Issue Fee Due. At that time, any double patenting rejection 
would have been resolved and a terminal disclaimer would have 
been filed if one was required. 


140. Comment: One comment stated that § 1.701(d)(1) is incon- 
sistent with 35 U.S.C. 154(b)(2) and (b)(3), because the period of 
extension for appellate review would be calculated under § 
1.701(d)(1) by first subtracting the period of appellate review 
occurring within three years of the filing date before the five-year 
limit is imposed. It is suggested that § 1.701 be modified to be 
consistent with 35 U.S.C. 154(b)(2) which requires the five-year 
limit to be imposed before the subtraction for appellate review 
occurring within three years of the filing date. 

Response: The suggestion has not been adopted. Section § 1.701 is 
not inconsistent with 35 U.S.C. 154(b)(2) and (b)(3). The period of 
extension referred to in 35 U.S.C. 154(b)(2) is defined in 35 U.S.C. 
154(b)(3). Therefore, one must determine the period of extension 
in 35 U.S.C. 154(b)(3)(A), then reduce that period by the time 
determined in 35 U.S.C. 154(b)(3)(B) and (b)(3)(C). Then, accord- 
ing to 35 U.S.C. 154(b)(2), the resulting time period may not be 
more than five years. 


141. Comment: One comment suggested that the Commissioner 
identify a senior person who is charged with approving all 
reductions in extension of patent term rather than leaving the 
decision to the examiner or the SPE. 

One comment questioned who will make the calculation of the 

period of patent term extension under § 1.701 and whether that 
calculation can be challenged and by whom. 
Response: It is contemplated that the period of patent term 
extension calculated and any reduction in the extension of patent 
term will not be made by an examiner. It is noted that the period 
of patent term extension will be identified in the Notice of 
Allowance and Issue Fee Due and if applicant disagrees with the 
period, applicant may request further review by way of a petition 
under § 1.181. If an error is noted after the patent issues, patentee 
or any third party may seek correction of the period of patent term 
extension granted by filing a request for a Certificate of Correction 
pursuant to § 1.322. 


142. Comment: One comment questioned whether a challenge to 
the period of patent term extension calculated by the PTO under § 
1.701 would be required to be made within a fixed period. 
Response: No. However, the longer applicant delays filing a 
petition under§ 1.181 challenging the period of extension calcu- 
lated by the PTO, the less likely any error will be corrected before 
the patent is issued with the error printed on the patent. If the 
patent issues with an incorrect period of extension, applicant 
should file a request for a Certificate of Correction pursuant to § 
1.322 instead of a petition under § 1.181. 


143. Comment: One comment suggested that § 1.701(d)(2) be 
amended to require PTO to notify applicant in writing of any intent 
to reduce the term extension for lack of due diligence, stating the 
specific basis, and provide applicant with a reasonable opportunity 
to respond. 

Response: The suggestion has not been adopted. The period of 
patent term extension will be identified in the Notice of Allowance 
and Issue Fee Due and if applicant disagrees with the period, 
applicant may request further review by way of a petition under § 
1.181. 


144. Comment: One comment suggested that a cover sheet for use 
in recording assignments be included in the final rules package as 
an addendum. 

Response: The suggestion has not been adopted. A sample cover 
sheet for use in recording assignments was published as Appendix 
B in the Federal Register on July 6, 1992, at 57 FR 29634 and in 
the Official Gazette on July 28, 1992, at 1140 Off. Gaz. Pat. Office 
63 and may be obtained from Assignment Branch. 


Other Considerations 


This final rule change is in conformity with the requirements of 
the Regulatory Flexibility Act, 5 U.S.C. 601 et seq., Executive 
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Order 12612, and the Paperwork Reduction Act of 1980, 44 U.S.C. 
3501 et seq. This final rule has been determined not to be 
significant for the purposes of E.O. 12866. 

The Assistant General Counsel for Legislation and Regulation 
of the Department of Commerce has certified to the Chief Counsel 
for Advocacy, Small Business Administration, that these final rule 
changes will not have a significant economic impact on a substan- 
tial number of small entities (Regulatory Flexibility Act, 5 U.S.C. 
605(b)). The principal impact of these changes is to provide a 
procedure for domestic applicants to quickly and inexpensively 
file a provisional application. The filing date of the provisional 
application will not be used to measure the term of a patent granted 
on an application which claims the earlier filing date of the 
provisional application. 

The Patent and Trademark Office has also determined that this 
notice has no Federalism implications affecting the relationship 
between the National Government and the States as outlined in 
E.O. 12612. 

These final rules contain collections of information subject to 
the requirements of the Paperwork Reduction Act (Act). The 
provisional application has been approved by the Office of 
Management and Budget under control numbers 0651-0031 and 
0651-0032. The cover sheet is approved under OMB control 
number 0651-0037. The cover sheet is necessary to expedite the 
processing of a provisional application and improve quality. Public 
reporting burden for the collection of information on the cover 
sheet is estimated to average 12 minutes per response, including 
the time for reviewing instructions, searching existing data 
sources, gathering and maintaining the data needed, and complet- 
ing and reviewing the collection of information. Send comments 
regarding this burden estimate or any other aspect of this collec- 
tion of information, including suggestions for reducing the burden 
to the Office of Assistance Quality and Enhancement Division, 
Patent and Trademark Office, Washington, D.C. 20231, and to the 
Office of Information and Regulatory Affairs, Office of Manage- 
ment and Budget, Washington, D.C. 20503 (ATTN: Paperwork 
Reduction Act Projects 0651-0031, 0651-0032, and 0651-0037). 


List of Subjects 
37 CFR Part | 
Administrative practice and procedure, Courts, Freedom of 


Information, Inventions and patents, Reporting and record keeping 
requirements, Small businesses. 


37 CFR Part 3 
Administrative practice and procedure, Inventions and patents, 


Reporting and record keeping requirements. 


For the reasons set forth in the preamble, 37 CFR Parts | and 3 
are amended as follows: 


PART 1 - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 continues to read as 
follows: 


Authority: 35 U.S.C. 6 unless otherwise noted. 


2. Section 1.1 is amended by adding new paragraph (i) to read 
as follows: 


§ 1.1 All communications to be addressed to Commissioner of 
Patents and Trademarks. 


(i) The filing of all provisional applications and any communi- 
cations relating thereto should be additionally marked “Box 
Provisional Patent Application.” 


** ee * 


3. Section 1.9 is amended by revising paragraph (a) to read as 
follows: 
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§ 1.9 Definitions. 


(a)(1) A national application as used in this chapter means a U.S. 
application for patent which was either filed in the Office under 35 
U.S.C. 111, or which entered the national stage from an interna- 
tional application after compliance with 35 U.S.C. 371. 

(2) A provisional application as used in this chapter means a 
U.S. national application for patent filed in the Office under 35 
U.S.C. 111(b). 

(3) A nonprovisional application as used in this chapter means a 
U.S. national application for patent which was either filed in the 
Office under 35 U.S.C. 111(a), or which entered the national stage 
from an international application after compliance with 35 U.S.C. 
371. 


keke 


4. Section 1.12 is amended by revising paragraph (c) to read as 
follows: 


§ 1.12 Assignment records open to public inspection. 


eekK RE 


(c) Any request by a member of the public seeking copies of any 
assignment records of any pending or abandoned patent applica- 
tion preserved in secrecy under § 1.14, or any information with 
respect thereto, must 

(1) Be in the form of a petition accompanied by the petition fee 
set forth in § 1.17(i), or 

(2) Include written authority granting access to the member of 
the public to the particular assignment records from the applicant 
or applicant’s assignee or attorney or agent of record. 


*e ee * 


5. Section 1.14 is amended by revising paragraph (e) to read as 
follows: 


§ 1.14 Patent applications preserved in secrecy. 


xk eK 


(e) Any request by a member of the public seeking access to, or 
copies of, any pending or abandoned application preserved in 
secrecy pursuant to paragraphs (a) and (b) of this section, or any 
papers relating thereto, must 

(1) Be in the form of a petition and be accompanied by the 
petition fee set forth in § 1.17(i), or 

(2) Include written authority granting access to the member of 
the public in that particular application from the applicant or the 
applicant's assignee or attorney or agent of record. 


kk KE 


6. Section 1.16 is amended by revising paragraphs (a)-(g) and 
by adding new paragraphs (k) and (1) to read as follows: 


§ 1.16 National application filing fees. 


(a) Basic fee for filing each application for an original patent, 
except provisional, design or plant applications: 


By @ GUE CONEY CG EDIE) oncnenenccicsecnrcicecccencsvscorocesonesos $365.00 
By other than a small entity 


(b) In addition to the basic filing fee in an original application, 
except provisional applications, for filing or later presentation of 
each independent claim in excess of 3: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(c) In addition to the basic filing fee in an original application, 
except provisional applications, for filing or later presentation of 
each claim (whether independent or dependent) in excess of 20 
(Note that § 1.75(c) indicates how multiple dependent claims are 
considered for fee calculation purposes.): 
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By a small entity (§ 1.9(f)) 
By other than a small entity......................sssssssscssseerssesseees 22/00 


(d) In addition to the basic filing fee in an original application, 
except provisional applications, if the application contains, or is 
amended to contain, a multiple dependent claim(s), per applica- 
tion: 


By a small entity (§ 1.9(f)) 120.00 
By other than a sual Ci0iRy..............-<0ccscecsnsssessssocessersess 240.00 


(If the additional fees required by paragraphs (b), (c), and (d) of 
this section are not paid on filing or on later presentation of the 
claims for which the additional fees are due, they must be paid or 
the claims canceled by amendment, prior to the expiration of the 
time period set for response by the Office in any notice of fee 
deficiency.) 


(e) Surcharge for filing the basic filing fee or oath or declaration 
on a date later than the filing date of the application, except 
provisional applications: 


By a small entity (§ 1.9(f)) 
By other than a small entity 130.00 
(f) Basic fee for filing each design application: 


By a small entity (§ 1.9(f)) 
By other than a small entity.... 


150.00 
.. 300.00 


(g) Basic fee for filing each plant application, except provisional 
applications: 


By a small entity (§ 1.96) ..........cocecsereresscesversevececsssorsns BAOIOO 
By other than a small entity 


xe KKK 
(k) Basic fee for filing each provisional application: 


By a small entity (§ 1.9(f) 
By other than a small entity 150.00 

(1) Surcharge for filing the basic filing fee or cover sheet ( § 
1.51(a)(2)(i)) on a date later than the filing date of the provisional 
application: 


By a small entity (§ 1.9(f)) ..............cssesesseees japsnseasaeteiseaas 
By other than a small entity......................:ccccsseseesseeeeeeeeee 30.00 


KR KK SE 


7. Section § 1.17 is amended by revising paragraphs (h) and (i), 
and by adding new paragraphs (q), (r) and (s) to read as follows: 


§ 1.17 Patent application processing fees. 


kek K EE 


(h) For filing a petition to the Commissioner under a section 
listed below which refers to this paragraph 


§ 1.47 - for filing by other than all the inventors or a person not 
the inventor 

§ 1.48 - for correction of inventorship, excepi in provisional 
applications 

§ 1.84 - for accepting color drawings or photographs 

§ 1.182 - for decision on questions not specifically provided for 

§ 1.183 - to suspend the rules 

§ 1.295 - for review of refusal to publish a statutory invention 
registration 

§ 1.377 - for review of decision refusing to accept and record 
payment of a maintenance fee filed prior to expiration of patent 

§ 1.378(e) - for reconsideration of decision on petition refusing 
to accept delayed payment of maintenance fee in expired patent 

§ 1.644(e) - for petition in an interference 

§ 1.644(f) - for request for reconsideration of a decision on 
petition in an interference 

§ 1.666(c) - for late filing of interference settlementagreement 
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§§ 5.12, 5.13 and 5.14 - for expedited handling of a foreign 
filing license 

§ 5.15 - for changing the scope of a license 

§ 5.25 - for retroactive license 


(i) For filing a petition to the Commissioner under a section 
listed below which refers to this paragraph 130.00 


-12 - for access to an assignment record 
.14 - for access to an application 
.53 - to accord a filing date, except in provisional applica- 


LRM LP 


tic 


So 


Ss 
§ 1.55 - for entry of late priority papers 

1.60 - to accord a filing date 

1.62 - to accord a filing date 

1.97(d)- to consider an information disclosure statement 
1.102 - to make application special 

1.103 - to suspend action in application 

1.177 - for divisional reissues to issue separately 

1.312 - for amendment after payment of issue fee 

1.313 - to withdraw an application from issue 

1.314 - to defer issuance of a patent 

1.666(b) - for access to interference settlement agreement 
3.81 - for patent to issue to assignee, assignment submitted 
after payment of the issue fee 


KR KKK 


(q) For filing a petition to the Commissioner under a section 
listed below which refers to this paragraph .................:.:0- 50.00 


§ 1.48 - for correction of inventorship in a provisional applica- 
tion 

§ 1.53 - to accord a provisional application a filing date or to 
convert an application filed under § 1.53(b)(1) to a provisional 
application 


(r) For entry of a submission after final rejection under§ 1.29(a): 


BF © RE GI CO FI vss i ccccsestvccsnstcnnessesvecsnanenession 365.00 
By other than a small entity 


(s) For each additional invention requested to be examined 
under § 1.29(b): 


BG Wi WUNN CRIN CG TSE) ncn cncccchecncsvesnncesscesnecnssess 365.00 
By other than a small entity 730.00 


8. Section § 1.21 is amended by revising paragraph (1) to read as 
follows: 


§ 1.21 Miscellaneous fees and charges. 


The Patent and Trademark Office has established the following 
fees for the services indicated: 


ke KKK 


(1) For processing and retaining any application abandoned 
pursuant to § 1.53(d)(1) unless the required basic filing fee has 
been paid $130.00 


ke KEK 


9. Section 1.28 is amended by revising paragraph (a) to read as 
follows: 


§ 1.28 Effect on fees of failure to establish status, or change 
status, as a small entity. 


(a) The failure to establish status as a small entity (§ 1.9(f) and 
§ 1.27 of this part) in any application or patent prior to paying, or 
at the time of paying, any fee precludes payment of the fee in the 
amount established for small entities. A refund pursuant to 1.26 of 
this part, based on establishment of small entity status, of a portion 
of fees timely paid in fuli prior to establishing status as a small 
entity may only be obtained if a verified statement under § 1.27 
and a request for a refund of the excess amount are filed within two 
months of the date of the timely payment of the full fee. The 
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two-month time period is not extendable under§ 1.136. Status as a 
small entity is waived for any fee by the failure to establish the 
status prior to paying, at the time of paying, or within two months 
of the date of payment of, the fee. Status as a small entity must be 
specifically established in each application or patent in which the 
status is available and desired. Status as a small entity in one 
application or patent does not affect any other application or 
patent, including applications or patents which are directly or 
indirectly dependent upon the application or patent in which the 
status has been established. A nonprovisional application claiming 
benefit under 35 U.S.C. 119(e), 120, 121, or 365(c) of a prior 
application may rely on a verified statement filed in the prior 
application if the nonprovisional application includes a reference 
to the verified statement in the prior application or includes a copy 
of the verified statement in the prior application and status as a 
small entity is still proper and desired. Once status as a small entity 
has been established in an application or patent, the status remains 
in that application or patent without the filing of a further verified 
statement pursuant to § 1.27 of this part unless the Office is 
notified of a change in status. 


xe KEK K 


10. Section § 1.45 paragraph (c) is revised to read as follows: 
§ 1.45 Joint inventors. 


“oo 60 


(c) If multiple inventors are named in a nonprovisional appli- 
cation, each named inventor must have made a contribution, 
individually or jointly, to the subject matter of at least one claim of 
the application and the application will be considered to be a joint 
application under 35 U.S.C. 116. If multiple inventors are named 
in a provisional application, each named inventor must have made 
a contribution, individually or jointly, to the subject matter 
disclosed in the provisional application and the provisional appli- 
cation will be considered to be a joint application under 35 U.S.C. 
116. 


11. Section § 1.48 is revised to read as follows: 
§ 1.48 Correction of inventorship. 


(a) If the correct inventor or inventors are not named in a 
nonprovisional application through error without any deceptive 
intention on the part of the actual inventor or inventors, the 
application may be amended to name only the actual inventor or 
inventors. Such amendment must be diligently made and must be 
accompanied by: 

(1) a petition including a statement of facts verified by the 
original named inventor or inventors establishing when the error 
without deceptive intention was discovered and how it occurred; 

(2) an oath or declaration by each actual inventor or inventors as 
required by § 1.63; 

(3) the fee set forth in § 1.17(h); and 

(4) the written consent of any assignee. When the application is 
involved in an interference, the petition shall comply with the 
requirements of this section and shall be accompanied by a motion 
under § 1.634. 

(b) If the correct inventors are named in the nonprovisional 
application when filed and the prosecution of the application 
results in the amendment or cancellation of claims so that less than 
all of the originally named inventors are the actual inventors of the 
invention being claimed in the application, an amendment shall be 
filed deleting the names of the person or persons who are not 
inventors of the invention being claimed. The amendment must be 
diligently made and shall be accompanied by: 

(1) A petition including a statement identifying each named 
inventor who is being deleted and acknowledging that the inven- 
tor’s invention is no longer being claimed in the application; and 

(2) The fee set forth in § 1.17(h). 

(c) If a nonprovisional application discloses unclaimed subject 
matter by an inventor or inventors not named in the application, 
the application may be amended pursuant to paragraph (a) of this 
section to add claims to the subject matter and name the correct 
inventors for the application. 
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(d) If the name or names of an inventor or inventors were 
omitted in a provisional application through error without any 
deceptive intention on the part of the actual inventor or inventors, 
the provisional application may be amended to add the name or 
names of the actual inventor or inventors. Such amendment must 
be accompanied by: 

(1) a petition including a statement that the error occurred 
without deceptive intention on the part of the actual inventor or 
inventors, which statement must be a verified statement if made by 
a person not registered to practice before the Patent and Trademark 
Office; and 

(2) the fee set forth in § 1.17(q). 

(e) If a person or persons were named as an inventor or 
inventors in a provisional application through error without any 
deceptive intention, an amendment may be filed in the provisional 
application deleting the name or names of the person or persons 
who were erroneously named. Such amendment must be accom- 
panied by: 

(1) a petition including a statement of facts verified by the 
person or persons whose name or names are being deleted 
establishing that the error occurred without deceptive intention; 

(2) the fee set forth in § 1.17(q); and 

(3) the written consent of any assignee. 


12. Section § 1.51 is amended by revising paragraphs (a) and (b) 
to read as follows: 


§ 1.51 General requisites of an application. 


(a) Applications for patents must be made to the Commissioner 
of Patents and Trademarks. 

(1) A complete application filed under § 1.53(b)(1) comprises: 

(i) A specification, including a claim or claims, see § 1.71 to § 
1.77; 

(ii) An oath or declaration, see § 1.63 and § 1.68; 

(iii) Drawings, when necessary, see §1.81 to § 1.85; and 

(iv) The prescribed filing fee, see § 1.16. 

(2) A complete provisional application filed under § 1.53(b)(2) 
comprises: 

(i) A cover sheet identifying: 

(A) The application as a provisional application, 

(B) The name or names of the inventor or inventors, (see § 
1.41), 

(C) The residence of each named inventor, 

(D) The title of the invention, 

(E) The name and registration number of the attorney or agent 
(if applicable), 

(F) The docket number used by the person filing the application 
to identify the application (if applicable), 

(G) The correspondence address, and 

(I) The name of the U.S. Government agency and Government 
contract number (if the invention was made by an agency of the 
U.S. Government or under a contract with an agency of the U.S. 
Government); 

(ii) A specification as prescribed by 35 U.S.C. 112, first 
paragraph, see § 1.71; 

(iii) Drawings, when necessary, see §§ 1.81 to 1.85; and 

(iv) The prescribed filing fee, see § 1.16. 

(b) Applicants are encouraged to file an information disclosure 
statement in nonprovisional applications. See § 1.97 and § 1.98. 
No information disclosure statement may be filed in a provisional 
application. 


*ek KE 


13. Section § 1.53 paragraphs (a)-(e) are revised to read as 
follows: 


§ 1.53 Application number, filing date, and completion of 
application. 


(a) Any application for a patent received in the Patent and 
Trademark Office will be assigned an application number for 
identification purposes. 

(b)(1) The filing date of an application for patent filed under this 
section, except for a provisional application, is the date on which: 
a specification containing a description pursuant to § 1.71 and at 
least one claim pursuant to § 1.75; and any drawing required by § 
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1.81(a), are filed in the Patent and Trademark Office in the name 
of the actual inventor or inventors as required by § 1.41. No new 
matter may be introduced into an application after its filing date (§ 
1.118). If all the names of the actual inventor or inventors are not 
supplied when the specification and any required drawing are filed, 
the application will not be given a filing date earlier than the date 
upon which the names are supplied unless a petition with the fee 
set forth in § 1.17(i) is filed which sets forth the reasons the delay 
in supplying the names should be excused. A continuation or 
divisional application (filed under the conditions specified in 35 
U.S.C. §§ 120 or 121 and § 1.78(a)) may be filed under this 
section, § 1.60 or § 1.62. A continuation-in-part application may be 
filed under this section or § 1.62. 

(2) The filing date of a provisional application is the date on 
which: a specification as prescribed by 35 U.S.C. 112, first 
paragraph; and any drawing required by § 1.81(a), are filed in the 
Patent and Trademark Office in the name of the actual inventor or 
inventors as required by § 1.41. No amendment, other than to 
make the provisional application comply with all applicable 
regulations, may be made to the provisional application after the 
filing date of the provisional application. If all the names of the 
actual inventor or inventors are not supplied when the specification 
and any required drawing are filed, the provisional application will 
not be given a filing date earlier than the date upon which the 
names are supplied unless a petition with the fee set forth in § 
1.17(q) is filed which sets forth the reasons the delay in supplying 
the names should be excused. 

(i) A provisional application must also include a cover sheet 
identifying the application as a provisional application. Otherwise, 
the application will be treated as an application filed under § 
1.53(b)(1). 

(ii) An application for patent filed under § 1.53(b)(1) may be 
treated as a provisional application and be accorded the original 
filing date provided that a petition requesting the conversion, with 
the fee set forth in § 1.17(q), is filed prior to the earlier of the 
abandonment of the § 1.53(b)(1) application, the payment of the 
issue fee, the expiration of 12 months after the filing date of the § 
1.53(b)(1) application, or the filing of a request for a statutory 
invention registration under § 1.293. The grant of any such petition 
will not entitle applicant to a refund of the fees which were 
properly paid in the application filed under § 1.53(b)(1). 

(iii) A provisional application shall not be entitled to the right of 
priority under § 1.55 or 35 U.S.C. §§ 119 or 365(a) or to the benefit 
of an earlier filing date under § 1.78 or 35 U.S.C. §§ 120, 121 or 
365(c) of any other application. No claim for priority under § 
1.78(a)(3) may be made in a design application based on a 
provisional application. No request under § 1.293 for a statutory 
invention registration may be filed in a provisional application. 
The requirements of § 1.821-§ 1.825 regarding application disclo- 
sures containing nucleotide and/or amino acid sequences are not 
mandatory for provisional applications. 

(c) If any application is filed without the specification, drawing 
or name, or names, of the actual inventor or inventors required by 
paragraph (b)(1) or (b)(2) of this section, applicant will be so 
notified and given a time period within which to submit the 
omitted specification, drawing, name, or names, of the actual 
inventor, or inventors, in order to obtain a filing date as of the date 
of filing of such submission. A copy of the “Notice of Incomplete 
Application” form notifying the applicant should accompany any 
response thereto submitted to the Office. If the omission is not 
corrected within the time period set, the application will be 
returned or otherwise disposed of; the fee, if submitted, will be 
refunded less the handling fee set forth in § 1.21(n). Any request 
for review of a refusal to accord an application a filing date must 
be by way of a petition accompanied by the fee set forth in § 
1.17(i), if the application was filed under § 1.53(b)(1), or by the fee 
set forth in § 1.17(q), if the application was filed under § 
1.53(b)(2). 

(d)(1) If an application which has been accorded a filing date 
pursuant to paragraph (b)(1) of this section does not include the 
appropriate filing fee or an oath or declaration by the applicant, 
applicant will be so notified, if a correspondence address has been 
provided and given a period of time within which to file the fee, 
oath, or declaration and to pay the surcharge as set forth in § 
1.16(e) in order to prevent abandonment of the application. A copy 
of the “Notice to File Missing Parts” form mailed to applicant 
should accompany any response thereto submitted to the Office. If 
the required filing fee is not timely paid, or if the processing and 
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retention fee set forth in § 1.21(1) is not paid within one year of the 
date of mailing of the notification required by this paragraph, the 
application will be disposed of. No copies will be provided or 
certified by the Office of an application which has been disposed 
of or in which neither the required basic filing fee nor the 
processing and retention fee has been paid. The notification 
pursuant to this paragraph may be made simultaneously with any 
notification pursuant to paragraph (c) of this section. If no 
correspondence address is included in the application, applicant 
has two months from the filing date to file the basic filing fee, oath 
or declaration and to pay the surcharge as set forth in § 1.16(e) in 
order to prevent abandonment of the application; or, if no basic 
filing fee has been paid, one year from the filing date to pay the 
processing and retention fee set forth in § 1.21(1) to prevent 
disposal of the application. 

(2) If a provisional application which has been accorded a filing 
date pursuant to paragraph (b)(2) of this section does not include 
the appropriate filing fee or the cover sheet required by § 
1.51(a)(2), applicant will be so notified if a correspondence 
address has been provided and given a period of time within which 
to file the fee, cover sheet and to pay the surcharge as set forth in 
§ 1.16(1) in order to prevent abandonment of the application. A 
copy of the “Notice to File Missing Parts” form mailed to applicant 
should accompany any response thereto submitted to the Office. If 
the required filing fee is not timely paid, the application will be 
disposed of. No copies will be provided or certified by the Office 
of an application which has been disposed of or in which the 
required basic filing fee has not been paid. The notification 
pursuant to this paragraph may be made simultaneously with any 
notification pursuant to paragraph (c) of this section. If no 
correspondence address is included in the application, applicant 
has two months from the filing date to file the basic filing fee, 
cover sheet and to pay the surcharge as set forth in § 1.16(1) in 
order to prevent abandonment of the application. 

(e)(1) An application for a patent filed under paragraph (b)(1) of 
this section will not be placed upon the files for examination until 
all its required parts, complying with the rules relating thereto, are 
received, except that certain minor informalities may be waived 
subject to subsequent correction whenever required. 


(2) A provisional application for a patent filed under paragraph 
(b)(2) of this section will not be placed upon the files for 
examination and will become abandoned no later than twelve 
months after its filing date pursuant to 35 U.S.C. 111(b)(1). 
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14. Section § 1.55 is revised to read as follows: 
§ 1.55 Claim for foreign priority. 


(a) An applicant in a nonprovisional application may claim the 
benefit of the filing date of one or more prior foreign applications 
under the conditions specified in 35 U.S.C. 119(a)-(d) and 172. 
The claim to priority need be in no special form and may be made 
by the attorney or agent if the foreign application is referred to in 
the oath or declaration as required by § 1.63. The claim for priority 
and the certified copy of the foreign application specified in 35 
U.S.C. 119(b) must be filed in the case of an interference ( § 
1.630), when necessary to overcome the date of a reference relied 
upon by the examiner, when specifically required by the examiner, 
and in all other cases, before the patent is granted. If the claim for 
priority or the certified copy of the foreign application is filed after 
the date the issue fee is paid, it must be accompanied by a petition 
requesting entry and by the fee set forth in § 1.17(i). If the certified 
copy filed is not in the English language, a translation need not be 
filed except in the case of interference; or when necessary to 
overcome the date of a reference relied upon by the examiner; or 
when specifically required by the examiner, in which event an 
English language translation must be filed together with a state- 
ment that the translation of the certified copy is accurate. The 
statement must be a verified statement if made by a person not 
registered to practice before the Patent and Trademark Office. 

(b) An applicant in a nonprovisional application may under 
certain circumstances claim priority on the basis of one or more 
applications for an inventor’s certificate in a country granting both 
inventor’s certificates and patents. To claim the right of priority on 
the basis of an application for an inventor’s certificate in such a 
country under 35 U.S.C. 119(d), the applicant when submitting a 
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claim for such right as specified in paragraph (a) of this section, 
shall include an affidavit or declaration. The affidavit or declaration 
must include a specific statement that, upon an investigation, he or 
she is satisfied that to the best of his or her knowledge, the 
applicant, when filing the application for the inventor's certificate, 
had the option to file an application for either a patent or an 
inventor’s certificate as to the subject matter of the identified claim 
or claims forming the basis for the claim of priority. 


15. Section 1.59 is revised to read as follows: 
§ 1.59 Papers of application with filing date not to be returned. 


Papers in an application which has received a filing date 
pursuant to § 1.53 will not be returned for any purpose whatever. 
If applicants have not preserved copies of the papers, the Office 
will furnish copies at the usual cost of any application in which 
either the required basic filing fee ( § 1.16) or, if the application 
was filed under § 1.53(b)(1), the processing and retention fee ( § 
1.21(1)) has been paid. See § 1.618 for return of unauthorized and 
improper papers in interferences. 


16. Section § 1.60 is amended by revising paragraph (b) to read 
as follows: 


§ 1.60 Continuation or divisional application for invention 
disclosed in a prior nonprovisional application. 
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(b) An applicant may omit signing of the oath or declaration in 
a continuation or divisional application (filed under the conditions 
specified in 35 U.S.C. 120 or 121 and § 1.78(a)) if: 

(1) the prior application was a nonprovisional application and a 
complete application as set forth in § 1.51(a)(1); 

(2) applicant indicates that the application is being filed pursu- 
ant to this section and files a true copy of the prior complete 
application as filed including the specification (with claims), 
drawings, oath or declaration showing the signature or an indica- 
tion it was signed, and any amendments referred to in the oath or 
declaration filed to complete the prior application; 

(3) the inventors named in the continuation or divisional 
application are the same or less than all the inventors named in the 
prior application; and 

(4) the application is filed before the patenting, or abandonment 
of, or termination of proceedings on the prior application. The 
copy of the prior application must be accompanied by a statement 
that the application papers filed are a true copy of the prior 
complete application. Such statement must be by the applicant or 
applicant’s attorney or agent and must be a verified statement if 
made by a person not registered to practice before the Patent and 
Trademark Office. Only amendments reducing the number of 
claims or adding a reference to the prior application (§ 1.78(a)) 
will be entered before calculating the filing fee and granting the 
filing date. If the continuation or divisional application is filed by 
less than all the inventors named in the prior application, a 
statement must accompany the application when filed requesting 
deletion of the names of the person or persons who are not 
inventors of the invention being claimed in the continuation or 
divisional application. Except as provided in paragraph (d) of this 
section, if a true copy of the prior application as filed is not filed 
with the application or if the statement that the application papers 
are a true copy is omitted, the application will not be given a filing 
date earlier than the date upon which the copy and statement are 
filed, unless a petition with the fee set forth in § 1.17(i) is filed 
which satisfactorily explains the delay in filing these items. 


xe KEKE * 


17. Section § 1.62 is amended by revising paragraphs (a) and (e) 
to read as follows: 


§ 1.62 File wrapper continuing procedure. 


(a) A continuation, continuation-in-part, or divisional applica- 
tion, which uses the specification, drawings and oath or declaration 
from a prior nonprovisional application which is complete as 
defined by § 1.51(a)(1), and which is to be abandoned, may be 
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filed under this section before the payment of the issue fee, 
abandonment of, or termination of proceedings on the prior 
application, or after payment of the issue fee if a petition under § 
1.313(b)(5) is granted in the prior application. The filing date of an 
application filed under this section is the date on which a request 
is filed for an application under this section including identification 
of the application number and the names of the inventors named in 
the prior complete application. If the continuation, continuation- 
in-part, or divisional application is filed by less than all the 
inventors named in the prior application a statement must accom- 
pany the application when filed requesting deletion of the names of 
the person or persons who are not inventors of the invention being 
claimed in the continuation, continuation-in-part, or divisional 
application. 


(e) An application filed under this section will utilize the file 
wrapper and contents of the prior application to constitute the new 
continuation, continuation-in-part, or divisional application but 
will be assigned a new application number. Changes to the prior 
application must be made in the form of an amendment to the prior 
application as it exists at the time of filing the application under 
this section. No copy of the prior application or new specification 
is required. The filing of such a copy or specification will be 
considered improper, and a filing date as of the date of deposit of 
the request for an application under this section will not be granted 
to the application unless a petition with the fee set forth in § 1.17(i) 
is filed with instructions to cancel the copy or specification. 


18. Section § 1.63 is amended by revising paragraph (a) to read 
as follows: 


§ 1.63 Oath or declaration. 


(a) An oath or declaration filed under § 1.51(a)(1)(ii) as a part of 
a nonprovisional application must: 

(1) Be executed in accordance with either § 1.66 or § 1.68; 

(2) Identify the specification to which it is directed; 

(3) Identify each inventor and the residence and country of 
citizenship of each inventor; and 

(4) State whether the inventor is a sole or joint inventor of the 
invention claimed. 


19. Section § 1.67 is amended by revising paragraph (b) to read 
as follows: 


§ 1.67 Supplemental oath or declaration. 


(b) A supplemental oath or declaration meeting the requirements 
of § 1.63 must be filed when a claim is presented for matter 
originally shown or described but not substantially embraced in 
the statement of invention or claims originally presented or when 
an oath or declaration submitted in accordance with § 1.53(d)(1) 
after the filing of the specification and any required drawings 
specifically and improperly refers to an amendment which in- 
cludes new matter. No new matter may be introduced into a 
nonprovisional application after its filing date even if a supple- 
mental oath or declaration is filed. In proper cases, the oath or 
declaration here required may be made on information and belief 
by an applicant other than inventor. 


20. Section § 1.78 is amended by revising paragraphs (a)(1) and 
(a)(2) and by adding new paragraphs (a)(3) and (a)(4) to read as 
follows: 
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§ 1.78 Claiming benefit of earlier filing date and cross- 
references to other applications. 


(a)(1) A nonprovisional application may claim an invention 
disclosed in one or more prior filed copending nonprovisional 
applications or international applications designating the United 
States of America. In order for a nonprovisional application to 
claim the benefit of a prior filed copending nonprovisional 
application or international application designating the United 
States of America, each prior application must name as an inventor 
at least one inventor named in the later filed nonprovisional 
application and disclose the named inventor’s invention claimed in 
at least one claim of the later filed nonprovisional application in 
the manner provided by the first paragraph of 35 U.S.C. 112. In 
addition, each prior application must be: 

(i) complete as set forth in § 1.51(a)(1); or 

(ii) entitled to a filing date as set forth in § 1.53(b)(1), § 1.60 or 
§ 1.62 and include the basic filing fee set forth in § 1.16; or 

(iii) entitled to a filing date as set forth in § 1.53(b)(1) and have 
paid therein the processing and retention fee set forth in § 1.21(1) 
within the time period set forth in § 1.53(d)(1). 

(2) Any nonprovisional application claiming the benefit of one 
or more prior filed copending nonprovisional applications or 
international applications designating the United States of America 
must contain or be amended to contain in the first sentence of the 
specification following the title a reference to each such prior 
application, identifying it by application number (consisting of the 
series code and serial number) or international application number 
and international filing date and indicating the relationship of the 
applications. Cross-references to other related applications may be 
made when appropriate. (See 1.14(b)). 

(3) A nonprovisional application other than for a design patent 
may claim an invention disclosed in one or more prior filed 
copending provisional applications. Since a provisional applica- 
tion can be pending for no more than twelve months, the last day 
of pendency may occur on a Saturday, Sunday, or Federal holiday 
within the District of Columbia which for copendency would 
require the nonprovisional application to be filed prior to the 
Saturday, Sunday, or Federal holiday. In order for a nonprovisional 
application to claim the benefit of one or more prior filed 
copending provisional applications, each prior provisional appli- 
cation must name as an inventor at least one inventor named in the 
later filed nonprovisional application and disclose the named 
inventor's invention claimed in at least one claim of the later filed 
nonprovisional application in the manner provided by the first 
paragraph of 35 U.S.C. 112. In addition, each prior provisional 
application must be: 

(i) complete as set forth in § 1.51(a)(2); or 

(ii) entitled to a filing date as set forth in § 1.53(b)(2) and 
include the basic filing fee set forth in § 1.16(k). 

(4) Any nonprovisional application claiming the benefit of one 
or more prior filed copending provisional applications must 
contain or be amended to contain in the first sentence of the 
specification following the title a reference to each such prior 
provisional application, identifying it as a provisional application, 
and including the provisional application number (consisting of 
series code and serial number). 
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21. Section § 1.83 is amended by revising paragraphs (a) and (c) 
to read as follows: 


§ 1.83 Content of drawing. 


(a) The drawing in a nonprovisional application must show 
every feature of the invention specified in the claims. However, 
conventional features disclosed in the description and claims, 
where their detailed illustration is not essential for a proper 
understanding of the invention, should be illustrated in the drawing 
in the form of a graphical drawing symbol or a labeled represen- 
tation (e.g., a labeled rectangular box). 


kee 
(c) Where the drawings in a nonprovisional application do not 


comply with the requirements of paragraphs (a) and (b) of this 
section, the examiner shall require such additional illustration 
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within a time period of not less than two months from the date of 
the sending of a notice thereof. Such corrections are subject to the 
requirements of 1.81(d). 


22. Section § 1.97 is amended by revising paragraph (d) to read 
as follows: 


§ 1.97 Filing of information disclosure statement. 
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(d) An information disclosure statement shall be considered by 
the Office if filed after the mailing date of either a final action 
under § 1.113 or a notice of allowance under § 1.311, whichever 
occurs first, but before payment of the issue fee, provided the 
statement is accompanied by: 

(1) A certification as specified in paragraph (e) of this section; 

(2) A petition requesting consideration of the information 
disclosure statement; and 

(3) The petition fee set forth in § 1.17(i). 
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23. Section § 1.101 is amended by revising paragraph (a) to read 
as follows: 


§ 1.101 Order of examination. 


(a) Nonprovisional applications filed in the Patent and Trade- 
mark Office and accepted as complete applications are assigned for 
examination to the respective examining groups having the classes 
of inventions to which the applications relate. Nonprovisional 
applications shall be taken up for examination by the examiner to 
whom they have been assigned in the order in which they have 
been filed except for those applications in which examination has 
been advanced pursuant to § 1.102. See § 1.496 for order of 
examination of international applications in the national stage. 
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24. Section § 1.102 is amended by revising paragraph (d) to read 
as follows: 


§ 1.102 Advancement of examination. 
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(d) A petition to make an application special on grounds other 
than those referred to in paragraph (c) of this section must be 
accompanied by the petition fee set forth in § 1.17(i). 


25. Section § 1.103 is amended by revising paragraph (a) to read 
as follows: 


§ 1.103 Suspension of action. 


(a) Suspension of action by the Office will be granted for good 
and sufficient cause and for a reasonable time specified upon 
petition by the applicant and, if such cause is not the fault of the 
Office, the payment of the fee set forth in § 1.17(i). Action will not 
be suspended when a response by the applicant to an Office action 
is required. 
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26. A new, undesignated center heading and new section § 1.29 
are added to Subpart B - National Processing Provisions to read as 
follows: 


Transitional Provisions 


§ 1.29 Transitional procedures for limited examination after 
final rejection and restriction practice. 


(a) An applicant in an application, other than for reissue or a 
design patent, that has been pending for at least two years as of 
June 8, 1995, taking into account any reference made in such 
application to any earlier filed application under 35 U.S.C. 120, 
121 and 365(c), is entitled to have a first submission entered and 
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considered on the merits after final rejection under the following 
circumstances: The Office will consider such a submission, if the 
first submission and the fee set forth in § 1.17(r) are filed prior to 
the filing of an appeal brief and prior to abandonment of the 
application. The finality of the final rejection is automatically 
withdrawn upon the timely filing of the submission and payment 
of the fee set forth in § 1.17(r). If a subsequent final rejection is 
made in the application, applicant is entitled to have a second 
submission entered and considered on the merits after the subse- 
quent final rejection under the following circumstances: The Office 
will consider such a submission, if the second submission and a 
second fee set forth in § 1.17(r) are filed prior to the filing of an 
appeal brief and prior to abandonment of the application. The 
finality of the subsequent final rejection is automatically with- 
drawn upon the timely filing of the submission and payment of the 
second fee set forth in § 1.17(r). Any submission filed after a final 
rejection made in an application subsequent to the fee set forth in 
§ 1.17(r) having been twice paid will be treated as set forth in§ 
1.116. A submission as used in this paragraph includes, but is not 
limited to, an information disclosure statement, an amendment to 
the written description, claims or drawings and a new substantive 
argument or new evidence in support of patentability. 

(b)(1) In an application, other than for reissue or a design patent, 
that has been pending for at least three years as of June 8, 1995, 
taking into account any reference made in the application to any 
earlier filed application under 35 U.S.C. 120, 121 and 365(c), no 
requirement for restriction or for the filing of divisional applica- 
tions shall be made or maintained in the application after June 8, 
1995, except where: 

(i) the requirement was first made in the application or any 
earlier filed application under 35 U.S.C. 120, 121 and 365(c) prior 
to April 8, 1995; 

(ii) the examiner has not made a requirement for restriction in 
the present or parent application prior to April 8, 1995, due to 
actions by the applicant; or 

(iii) the required fee for examination of each additional inven- 
tion was not paid. 

(2) If the application contains more than one independent and 
distinct invention and a requirement for restriction or for the filing 
of divisional applications cannot be made or maintained pursuant 
to this paragraph, applicant will be so notified and given a time 
period to: 

(i) elect the invention or inventions to be searched and exam- 
ined, if no election has been made prior to the notice, and pay the 
fee set forth in § 1.17(s) for each independent and distinct 
invention claimed in the application in excess of one which 
applicant elects; 

(ii) confirm an election made prior to the notice and pay the fee 
set forth in § 1.17(s) for each independent and distinct invention 
claimed in the application in addition to the one invention which 
applicant previously elected; or 

(iii) file a petition under this section traversing the requirement. 
If the required petition is filed in a timely manner, the original time 
period for electing and paying the fee set forth in § 1.17(s) will be 
deferred and any decision on the petition affirming or modifying 
the requirement will set a new time period to elect the invention or 
inventions to be searched and examined and to pay the fee set forth 
in § 1.17(s) for each independent and distinct invention claimed in 
the application in excess of one which applicant elects. 

(3) The additional inventions for which the required fee has not 
been paid will be withdrawn from consideration under § 1.142(b). 
An applicant who desires examination of an invention so with- 
drawn from consideration can file a divisional application under 35 
U.S.C. 121. 

(c) The provisions of this section shall not be applicable to any 
application filed after June 8, 1995. 


27. Section § 1.137 is amended by revising paragraph (c) to read 
as follows: 


§ 1.137 Revival of abandoned application. 
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(c) In all applications filed before June 8, 1995, and in all design 
applications filed on or after June 8, 1995, any petition pursuant to 
paragraph (a) of this section not filed within six months of the date 
of abandonment of the application, must be accompanied by a 
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terminal disclaimer with fee under § 1.321 dedicating to the public 
a terminal part of the term of any patent granted thereon equivalent 
to the period of abandonment of the application. The terminal 
disclaimer must also apply to any patent granted on any continuing 
application entitled under 35 U.S.C. 120 to the benefit of the filing 
date of the application for which revival is sought. 
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28. Section § 1.139 is added to read as follows: 
§ 1.139 Revival of provisional application. 


(a) A provisional application which has been accorded a filing 
date and abandoned for failure to timely respond to an Office 
requirement may be revived so as to be pending for a period of no 
longer than twelve months from its filing date if it is shown to the 
satisfaction of the Commissioner that the delay was unavoidable. 
Under no circumstances will the provisional application be pend- 
ing after twelve months from its filing date. A petition to revive an 
abandoned provisional application must be promptly filed after the 
applicant is notified of, or otherwise becomes aware of, the 
abandonment, and must be accompanied by: 

(1) the required response unless it has been previously filed; 

(2) the petition fee as set forth in § 1.17(1); and 

(3) a showing that the delay was unavoidable. The showing 
must be a verified showing if made by a person not registered to 
practice before the Patent and Trademark Office. 

(b) A provisional application which has been accorded a filing 
date and abandoned for failure to timely respond to an Office 
requirement may be revived so as to be pending for a period of no 
longer than twelve months from its filing date if the delay was 
unintentional. Under no circumstances will the provisional appli- 
cation be pending after twelve months from its filing date. A 
petition to revive an abandoned provisional application must be: 

(1) accompanied by the required response unless it has been 
previously filed; 

(2) accompanied by the petition fee as set forth in § 1.17(m); 

(3) accompanied by a statement that the delay was uninten- 
tional. The statement must be a verified statement if made by a 
person not registered to practice before the Patent and Trademark 
Office. The Commissioner may require additional information 
where there is a question whether the delay was unintentional; and 

(4) filed either: 

(i) within one year of the date on which the provisional 
application became abandoned; or 

(ii) within three months of the date of the first decision on a 
petition to revive under paragraph (a) of this section which was 
filed within one year of the date on which the provisional 
application became abandoned. 

(c) Any request for reconsideration or review of a decision 
refusing to revive a provisional application upon petition filed 
pursuant to paragraphs (a) or (b) of this section, to be considered 
timely, must be filed within two months of the decision refusing to 
revive or within such time as set in the decision. 

(d) The time periods set forth in this section cannot be extended, 
except that the three-month period set forth in paragraph (b)(4)(ii) 
of this section and the time period set forth in paragraph (c) of this 
section may be extended under the provisions of § 1.136. 


29. Section § 1.177 is revised to read as follows: 
§ 1.177 Reissue in divisions. 


The Commissioner may, in his or her discretion, cause several 
patents to be issued for distinct and separate parts of the thing 
patented, upon demand of the applicant, and upon payment of the 
required fee for each division. Each division of a reissue consti- 
tutes the subject of a separate specification descriptive of the part 
or parts of the invention claimed in such division; and the drawing 
may represent only such part or parts, subject to the provisions of 
§ 1.83 and § 1.84. On filing divisional reissue applications, they 
shall be referred to the Commissioner. Unless otherwise ordered 
by the Commissioner upon petition and payment of the fee set 
forth in § 1.17(i), all the divisions of a reissue will issue 
simultaneously; if there is any controversy as to one division, the 
others will be withheld from issue until the controversy is ended, 
unless the Commissioner orders otherwise. 
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30. Section 1.312 is amended by revising paragraph (b) to read 
as follows: 


§ 1.312 Amendments after allowance. 
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(b) Any amendment pursuant to paragraph (a) of this section 
filed after the date the issue fee is paid must be accompanied by a 
petition including the fee set forth in § 1.17(i) and a showing of 
good and sufficient reasons why the amendment is necessary and 
was not earlier presented. 


31. Section § 1.313 is amended by revising paragraph (a) to read 
as follows: 


§ 1.313 Withdrawal from issue. 


(a) Applications may be withdrawn from issue for further action 
at the initiative of the Office or upon petition by the applicant. Any 
such petition by the applicant must include a showing of good and 
sufficient reasons why withdrawal of the application is necessary 
and, if the reason for the withdrawal is not the fault of the Office, 
must be accompanied by the fee set forth in § 1.17(i). If the 
application is withdrawn from issue, a new notice of allowance 
will be sent if the application is again allowed. Any amendment 
accompanying a petition to withdraw an application from issue 
must comply with the requirements of § 1.312. 
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32. Section 1.314 is revised to read as follows: 
§ 1.314 Issuance of patent. 


If payment of the issue fee is timely made, the patent will issue 
in regular course unless the application is withdrawn from issue (§ 
1.313), or issuance of the patent is deferred. Any petition by the 
applicant requesting a deferral of the issuance of a patent must be 
accompanied by the fee set forth in § 1.17(i) and must include a 
showing of good and sufficient reasons why it is necessary to defer 
issuance of the patent. 


33. Section § 1.316 is amended by revising paragraph (d) to read 
as follows: 


§ 1.316 Application abandoned for failure to pay issue fee. 
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(d) In all applications filed before June 8, 1995, any petition 
pursuant to paragraph (b) of this section not filed within six 
months of the date of abandonment of the application, must be 
accompanied by a terminal disclaimer with fee under § 1.321 
dedicating to the public a terminal part of the term of any patent 
granted thereon equivalent to the period of abandonment of the 
application. The terminal disclaimer must also apply to any patent 
granted on any continuing application entitled under 35 U.S.C. 120 
to the benefit of the filing date of the application for which revival 
is sought. 


kek K KK 


34. Section § 1.317 is amended by removing and reserving 
paragraph (d): 


§ 1.317 Lapsed patents; delayed payment of balance of issue 
fee. 


eee KK 


(d) [Reserved] 


xe eK EK 


35. Section 1.666 is amended by revising paragraph (b) to read 
as follows: 
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§ 1.666 Filing of interference settlement agreements. 


ke KKK 


(b) If any party filing the agreement or understanding under 
paragraph (a) of this section so requests, the copy will be kept 
separate from the file of the interference, and made available only 
to Government agencies on written request, or to any person upon 
petition accompanied by the fee set forth in § 1.17(i) and on a 
showing of good cause. 


exe KK 
36. Section § 1.701 is added to Subpart F to read as follows: 


§ 1.701 Extension of patent term due to prosecution delay. 


(a) A patent, other than for designs, issued on an application 
filed on or after June 8, 1995, is entitled to extension of the patent 
term if the issuance of the patent was delayed due to: 

(1) interference proceedings under 35 U.S.C. 135(a); and/or 

(2) the application being placed under a secrecy order under 35 
U.S.C. 181; and/or 

(3) appellate review by the Board of Patent Appeals and 
Interferences or by a Federal court under 35 U.S.C. 141 or 145, if 
the patent was issued pursuant to a decision reversing an adverse 
determination of patentability and if the patent is not subject to a 
terminal disclaimer due to the issuance of another patent claiming 
subject matter that is not patentably distinct from that under 
appellate review. 

(b) The term of a patent entitled to extension under paragraph 
(a) of this section shall be extended for the sum of the periods of 
delay calculated under paragraphs (c)(1), (c)(2), (c)(3) and (d) of 
this section, to the extent that these periods are not overlapping, up 
to a maximum of five years. The extension will run from the 
expiration date of the patent. 

(c)(1) The period of delay under paragraph (a)(1) of this section 
for an application is the sum of the following periods, to the extent 
that the periods are not overlapping: 

(i) with respect to each interference in which the application was 
involved, the number of days, if any, in the period beginning on the 
date the interference was declared or redeclared to involve the 
application in the interference and ending on the date that the 
interference was terminated with respect to the application; and 

(ii) the number of days, if any, in the period beginning on the 
date prosecution in the application was suspended by the Patent 
and Trademark Office due to interference proceedings under 35 
U.S.C. 135(a) not involving the application and ending on the date 
of the termination of the suspension. 

(2) The period of delay under paragraph (a){2) of this section for 
an application is the sum of the following periods, to the extent 
that the periods are not overlapping: 

(i) the number of days, if any, the application was maintained in 
a sealed condition under 35 U.S.C. 181; 

(ii) the number of days, if any, in the period beginning on the 
date of mailing of an examiner's answer under § 1.193 in the 
application under secrecy order and ending on the date the secrecy 
order and any renewal thereof was removed; 

(iii) the number of days, if any, in the period beginning on the 
date applicant was notified that an interference would be declared 
but for the secrecy order and ending on the date the secrecy order 
and any renewal thereof was removed; and 

(iv) the number of days, if any, in the period beginning on the 
date of notification under 5.3(c) and ending on the date of mailing 
of the notice of allowance under 1.311. 

(3) The period of delay under paragraph (a)(3) of this section is 
the sum of the number of days, if any, in the period beginning on 
the date on which an appeal to the Board of Patent Appeals and 
Interferences was filed under 35 U.S.C. 134 and ending on the date 
of a final decision in favor of the applicant by the Board of Patent 
Appeals and Interferences or by a Federal court in an appeal under 
35 U.S.C. 141 or a civil action under 35 U.S.C. 145. 

(d) The period of delay set forth in paragraph (c)(3) shall be 
reduced by: 

(1) any time during the period of appellate review that occurred 
before three years from the filing date of the first national 
application for patent presented for examination; and 

(2) any time during the period of appellate review, as deter- 
mined by the Commissioner, during which the applicant for patent 
did not act with due diligence. In determining the due diligence of 
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an applicant, the Commissioner may examine the facts and 
circumstances of the applicant’s actions during the period of 
appellate review to determine whether the applicant exhibited that 
degree of timeliness as may reasonably be expected from, and 
which is ordinarily exercised by, a person during a period of 
appellate review. 


Part 3-- Assignment, Recording, and Rights of Assignee 


37. The authority citation for 37 CFR Part 3 continues to read as 
follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6. 


38. Section 3.21 is revised to read as follows: 


§ 3.21 Identification of patents and patent applications. 


An assignment relating to a patent must identify the patent by 
the patent number. An assignment relating to a national patent 
application must identify the national patent application by the 
application number (consisting of the series code and the serial 
number, e.g., 07/123,456). An assignment relating to an interna- 
tional patent application which designates the United States of 
America must identify the international application by the inter- 
national number (e.g., PCT/US90/01234). If an assignment of a 
patent application filed under § 1.53(b)(1) or § 1.62 is executed 
concurrently with, or subsequent to, the execution of the patent 
application, but before the patent application is filed, it must 
identify the patent application by its date of execution, name of 
each inventor, and title of the invention so that there can be no 
mistake as to the patent application intended. If an assignment of 
a provisional application is executed before the provisional appli- 
cation is filed, it must identify the provisional application by name 
of each inventor and title of the invention so that there can be no 
mistake as to the provisional application intended. 


39. Section 3.81 is amended by revising paragraph (b) to read as 
follows: 


§ 3.81 Issue of patent to assignee. 


x** eK * 


(b) If the assignment is submitted for recording after the date of 
payment of the issue fee, but prior to issuance of the patent, the 
assignee may petition that the patent issue to the assignee. Any 
such petition must be accompanied by the fee set forth in § 1.17(i) 
of this Chapter. 
April 17, 1995 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1174 OG 15] 





(128) Terminal Disclaimers Required to 

Overcome Judicially-Created Double 

Patenting Rejections in Utility and Plant Applications 
Filed on or After June 8, 1995 


Section 532 of Public Law 103-465, 108 Stat. 4809 (1994), 
amended 35 U.S.C.§ 154(a)(2) to provide that any patent issuing 
on a utility or plant application filed on or after June 8, 1995 will 
expire twenty years from its filing date, or, if the application claims 
the benefit of an earlier filed application under 35 U.S.C. §§ 120, 
121, or 365(c), twenty years from the earliest filing date for which 
a benefit under 35 U.S.C. §§ 120, 121, or 365(c) is claimed. 
Therefore, any patent issuing on a continuing utility or plant 
application filed on or after June 8, 1995 will expire twenty years 
from the earliest filing date for which a benefit is claimed under 35 
U.S.C. §§ 120, 121, or 365(c), subject to the provisions of 35 
U.S.C. § 154(b). 


A number of applicants have argued that a terminal disclaimer 
under 37 C.F.R. § 1.321 should not be required in a continuing 
application filed on or after June 8, 1995 to overcome a judicially- 
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created double patenting rejection based upon an application for 
which a benefit is claimed under 35 U.S.C. §§ 120, 121, or 365(c), 
as any patent issuing on such continuing application would expire 
no later than the patent issuing on the application which formed 
the basis for the rejection. The above-mentioned amendment to 35 
U.S.C. § 154 notwithstanding, there are at least two reasons for 
insisting upon a terminal disclaimer to overcome a judicially- 
created double patenting rejection in such an application. 


First: 35 U.S.C. § 154(b) includes provisions for patent term 
extension based upon various prosecution delays during the 
application process. Thus, 35 U.S.C. § 154 does not currently 
ensure that any patent issuing on a continuing utility or plant 
application filed on or after June 8, 1995 will necessarily expire 
twenty years from the earliest filing date for which a benefit is 
claimed under 35 U.S.C. §§ 120, 121, or 365(c). Also, legislation 
is pending in Congress (H.R. 400 and S. 507, 105th Cong., Ist 
Sess. (1997)) that would expand the opportunity for adjusting 
patent terms, prospectively or retroactively, for utility and plant 
applications applied for on or after June 8, 1995. Therefore, 
whether under the present statutory provision or pending or future 
changes to it, the current twenty-year term provision of 35 U.S.C. 
§ 154(a)(2) cannot be relied upon in many cases as ensuring the 
expiration date of a patent issuing on a utility or plant application 
filed on or after June 8, 1995. 


Second: 37 C.F.R. § 1.321(c)(3) requires that a terminal 
disclaimer filed to obviate a double patenting rejection include a 
provision that any patent granted on that application be enforce- 
able only for and during the period that the patent is commonly 
owned with the application or patent which formed the basis for 
the rejection. This requirement serves to avoid the potential for 
harassment of an accused infringer by multiple parties with patents 
covering the same patentable invention (37 C.F.R. § 1.601(n)). 
See, e.g., In re Van Ornum, 686 F.2d 937, 944-48, 214 USPQ 
761,767-70 (CCPA 1982). Not insisting upon a terminal disclaimer 
to overcome a judicially-created double patenting rejection in an 
application subject to twenty-year term under 35 U.S.C. § 
154(a)(2) would result in the potential for the problem that 37 
C.F.R. § 1.321(c)(3) was promulgated to avoid. 


Accordingly, a terminal disclaimer under 37 C.F.R. § 1.321 is 
(still) required in an application to overcome a judicially-created 
double patenting rejection, even if the application was filed on or 
after June 8, 1995 and claims the benefit under 35 U.S.C. §§ 120, 
121, or 365(c) of the filing date of an application which forms the 
basis for the rejection. Examiners should respond to arguments 
that a terminal disclaimer under 37 C.F.R. 1.321 should not be 
required in a continuing application filed on or after June 8, 1995 
to overcome a judicially-created double patenting rejection due to 
the change to 35 U.S.C. § 154 by citing this Official Gazette notice. 


Inquiries regarding this matter should be directed to Senior 
Legal Advisor Robert W. Bahr at (703) 305-9285. 


September 5, 1997 STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 


Patent Policy and Projects 
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(129) Patent Term Extension Information 
Under 35 U.S.C. § 154(b) and 37 C.F.R. § 1.701 


Printed on the Notice of Allowance and the Patent 


The Patent and Trademark Office has recently implemented a new 
system for automatically calculating and printing on the notice of 
allowance any Patent Term Extension (PTE) to which a patent is 
entitled under 35 U.S.C. § 154(b) and 37 C.FR. § 1.701. PTE 
information will be printed on a notice of allowance in the box 
provided for and to the right of the first inventor’s last name. If the 
PTE is less than five years, it will be printed in days, for example, 
“35 USC 154(b) term ext. = 365 days.” Since the maximum PTE 
under § 154(b) is five (5) years, if the PTE is equal to five (5) 
years, the system will simply print out “35 USC 154(b) term ext. 
= 5 years.” The PTE information printed on the notice of 
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allowance will also be used to print PTE information on the face 
of a patent in generally the position for the terminal disclaimer 
information. 


If an applicant disagrees with the PTE information printed on the 
notice of allowance, the applicant may request review by way of a 
petition under 37 C.F.R. § 1.181. To avoid loss of patent term due 
to the time required to process and decide a § 1.181 petition, the 
Office will ordinarily not postpone issuance of a patent while the 
petition is pending. If the petition is granted after the patent issues, 
a Certificate of Correction pursuant to 37 C.F.R. § 1.322 will be 
issued. If an error is noted after the patent issues, the patent owner 
may seek correction of the PTE information printed on the face of 
a patent by filing a request for a Certificate of Correction pursuant 
to § 1.322. 


Petitions and Certificates of Correction regarding PTE under 35 
U.S.C. § 154(b) should be addressed to “Box DAC, Assistant 
Commissioner for Patents, Washington, D.C. 20231” and will be 
decided in the Special Program Law Office. 


Inquiries regarding this matter should be directed to Karin Tyson 
or John F. Gonzales, Senior Legal Advisors, at (703) 305-9285. 

November 3, 1998 STEPHEN G. KUNIN 
Deputy Assistant Commissioner 
for Patent Policy and Projects 


[1217 OG 15] 





Filing of Continuing Applications, 
Amendments, or Petitions after 
Payment of Issue Fee 


(130) 


The Patent and Trademark Office (PTO) is changing its patent 
publication process such that by July of 1999 the PTO will publish 
utility patents within four weeks of payment of the issue fee. See 
Patents to Issue More Quickly After Issue Fee Payment, 1220 Off 
Gaz. Pat. Office 42 (March 9, 1999). This change will impact the 
timing of the filing of continuing applications under 37 CFR 
1.53(b). It will also impact the PTO’s ability to consider petitions 
to accept late priority papers under 37 CFR 1.55(a), amendments 
filed under 37 CFR 1.312, petitions to withdraw an application 
from issue under 37 CFR 1.313(b), and petitions to issue a patent 
to the assignee under 37 CFR 3.81 (b) (assignment filed after issue 
fee payment). 


The PTO does not currently plan to include design and plant 
patents in the new publication process, but the PTO envisions such 
patents also being printed much more quickly later in the year. 


Change to “Issue Notification” procedure: The PTO currently 
mails an Issue Notification, which advises the applicant of the 
projected patent number and issue date, approximately four weeks 
before an application is expected to issue as a patent. 


In order to improve the accuracy of the patent number and issue 
date indicated on the Issue Notification under the new publication 
process, a patent number and issue date will not be assigned to an 
application and an Issue Notification will not be mailed until the 
issue fee has been paid and processed by the PTO. For an 
application including formal drawings, the PTO will usually 
process the issue fee about two weeks after payment. Since the 
PTO will be publishing patents within four weeks of payment of 
the issue fee under the new publication process, the Issue Notifi- 
cation will be received by applicant less than two weeks before the 
application is expected to issue as a patent. 


Filing continuing applications: Since a continuing application 
(a continuation, divisional, or continuation-in-part) may be filed 
anytime before an application is patented or abandoned, applicants 
will often wait for the Issue Notification before filing such a 
continuing application. Therefore, the PTO strongly advises 
applicants not to wait for receipt of an Issue Notification before 
filing any desired continuing application. This is because appli- 
cants will now receive the Issue Notification just shortly before the 
application will issue as patent (when it may be too late to prepare 
and file a continuing application). Applicants are reminded that: 
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(1) the requirement that there be copendency for an application to 
obtain any benefit of the filing date of the prior application is a 
statutory requirement (35 U.S.C. § 120) which the PTO cannot 
waive; and (2) the patent statute contains no provisions for 
restoring a patented application (unlike an abandoned application) 
to pending status. 


The PTO specifically advises practitioners to be prepared to file 
any desired application preferably no later than the date the issue 
fee is paid, to avoid issuance of the application before the 
continuing application is filed. Obviously, if the application is to 
be issued as a patent, any continuing application must be filed 
under 37 CFR 1.53(b), and not as a continued prosecution 
application (CPA) under 37 CFR 1.53(d). 


Petitions and amendments submitted after payment of the 
issue fee: Since the PTO anticipates that an application will issue 
as a patent approximately four weeks after the date the issue fee is 
paid (assuming there are no other outstanding requirements), there 
is little, if any, time for consideration of amendments or petitions 
filed after payment of the issue fee. Thus, the PTO encourages 
applicants to file any necessary amendments, assignments, peti- 
tions or other papers well prior to the date of issue fee payment, 
preferably shortly after the mailing of the notice of allowance. 
Amendments, assignments, petitions or other papers filed after 
mailing of the notice of allowance (except for petitions under 37 
CFR 1.313(b)) should be addressed to Box Issue Fee, Assistant 
Commissioner for Patents, Washington, D.C. 20231. The PTO 
cannot ensure that any paper filed after payment of the issue fee 
will reach the appropriate PTO official for consideration before the 
date the application issues as a patent. 


Withdrawal from issue: In the event that it is necessary to file 
a petition under 37 CFR 1.313 (b) to withdraw an application from 
issue after payment of the issue fee, the PTO strongly recom- 
mends that the petition be clearly marked “Petition under 37 CFR 
1.313(b)” and be either: 


(1) Submitted by facsimile to (703) 308-6916; or 
(2) Hand-carried to the Office of Petitions. 


Otherwise, it is quite possible that the petition will not be 
brought before the appropriate deciding official before the date the 
application issues as a patent. 


The most common petition under 37 CFR 1.313(b) is a petition 
under 37 CFR 1.313(b)(5) to withdraw an application from issue 
for abandonment in favor of a continuing application to permit 
consideration of an information disclosure statement (IDS) in the 
continuing application. In this event, applicants are encouraged to 
file the petition under 37 CFR 1.313(b)(5) with a continued 
prosecution application (CPA) under 37 CFR 1.53 (d) by facsimile 
to (703) 308-6916. The petition need not be accompanied by the 
IDS (if the size of the IDS makes its submission by facsimile 
impracticable), but the petition should indicate that an IDS will be 
filed in the CPA if an IDS does not accompany the petition under 
37 CFR 1.313(b)(5). 


Inquiries concerning this notice should be directed to the Office 
of Petitions Staff at (703) 305-9282. 


STEPHEN G. KUNIN 
Deputy Assistant Commissioner 
for Patent Policy and Projects 
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(131) Change to “Issue Notification” Procedure 

The “Issue Notification” informs applicants of the patent num- 
ber and issue date that has been assigned to a utility, design, plant, 
or reissue application. The “Issue Notification” is now being 
mailed about 10 days before an application issues as a patent. 


The process of printing patents has recently been changed so 
that patents are printed more efficiently with patents being issued 
four weeks after payment of the issue fee and compliance with all 
formal requiremenys. See Patents to Issue More Quickly After 
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Issue Fee Payment, 1220 Off Gaz. Pat. Office 42 (March 9, 1999) 
and Filing of Continuing Applications, Amendments, or Petitions 
after Payment of Issue Fee, 122\ Off. Gaz. Pat. Office 14 (April 6, 
1999). In the past, the patent number and issue date were assigned 
before the process of electronic capture of the information to be 
printed as a patent began. If, during the electronic capture process, 
illegible text, undecided petitions, unentered amendments or the 
patent application was otherwise not ready to be printed as a 
patent, a printer query would be generated. Since printer queries 
could not always be resolved before the originally scheduled issue 
date, the applications had to be removed from the originally 
scheduled issue, and assigned another patent number and issue 
date once the query had been resolved. This process of assigning 
a new patent number and issue date was inefficient. 


Under the new shortened publication process, however, elec- 
tronic capture of the information to be printed in a patent begins as 
soon as an allowed application is received in Office of Patent 
Publication, which is well before the issue fee is paid. As a result, 
when the issue fee is paid and processed by the Patent and 
Trademark Office (PTO), electronic capture of the data to print the 
application as a patent should have been completed and any 
queries addressed. Thus, under the new process, the patent number 
and issue date are assigned to the application approximately two 
weeks prior to the issue date, with the notification being mailed a 
few days later. The instances of an “Issue Notification” being 
mailed and a patent not issuing on the scheduled issue date should 
be extremely rare. 


As a result of the new process, the PTO will be unable to grant 
a request for an earlier assignment of a patent number and issue 
date or to inform applicants of the patent number earlier than the 
mailing of the “Issue Notification”. 


If there are any questions or comments about this change in 
practice, they should be forwarded to Brian Johnson, Supervisory 
Patent Examiner, Systems and Contracts Division, Office of Patent 
Publication, by facsimile at (703) 305-4372, by telephone at (703) 
305-0899, or by e-mail at brianl.johnson@uspto.gov or Karna 
Cooper, Paralegal Specialist, Office of Patent Publication, by 
facsimile at (703) 305-4372, by telephone at (703) 305-5254, or by 
e-mail at karna.cooper@uspto.gov. 
April 28, 1999 NICHOLAS P. GODICI 
Acting Assistant Commissioner 

for Patents 
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(132) Examination of Patent Applications 


Containing Nucleotide Sequences 
I. Introduction 


Biotechnology is expected to be an important growth industry 
from now until well into the twenty-first century, particularly in the 
United States, one which will produce new therapeutics for the 
benefit of mankind. The Patent and Trademark Office (PTO) has 
taken a very active role in working together with its customers to 
simplify and standardize PTO policies and procedures and to 
encourage and promote the growth of this industry for the benefit 
of humanity. 


For at least a decade, researchers in the biotechnology industry 
have been filing patent applications claiming isolated DNA or 
RNA sequences of nucleotides, referred to as nucleotide or nucleic 
acid sequences. Scientific and technological advances now permit 
researchers to identify large numbers of gene sequences rapidly. 
The ease of using automated techniques for sequencing large 
numbers of nucleotides in a nucleic acid has resulted in the filing 
of a growing number of patent applications, many of which recite 
thousands of individual nucleotide sequences with each sequence 
reciting at least several hundred nucleotides. The examination of 
these applications presents unprecedented search and examination 
challenges, even with the most modern, up-to-date equipment. 
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Faced with these challenges, the PTO held public hearings on 
issues relating to patent protection of nucleotide sequences on 
April 16, 1996, in San Diego, California and on April 23, 1996, in 
Arlington, Virginia. At those hearings, the PTO received several 
recommendations that restriction practice pursuant to 35 U.S.C. § 
121 should be applied to patent applications claiming nucleotide 
sequences. 


This Notice responds to comments received during the hearings. 
This Notice clarifies PTO’s policy for examination of patent 
applications that claim large numbers of nucleotide sequences. 


Il. The PTO Will Permit Applicants to Claim Up to Ten 
Independent and Distinct Nucleotide Sequences In One Na- 
tional Application 


By statute, “[i]f two or more independent and distinct inventions 
are claimed in one application, the Commissioner may require the 
application to be restricted to one of the inventions.” 35 U.S.C. § 
121. Pursuant to this statute, the Rules of Practice in Patent Cases 
provide that “[i]f two or more independent and distinct inventions 
are claimed in a single application, the examiner in his action shall 
require the applicant . . . to elect that invention to which his claim 
shall be restricted.” 37 CFR 1.142(a). See also 37 CFR 1.141(a). 


Nucleotide sequences encoding different proteins are structur- 
ally distinct chemical compounds and are unrelated to one another. 
These sequences are thus deemed to normally constitute indepen- 
dent and distinct inventions within the meaning of 35 U.S.C. § 
121. Absent evidence to the contrary, each such nucleotide 
sequence is presumed to represent an independent and distinct 
invention, subject to a restriction requirement pursuant to 35 
U.S.C. § 121 and 37 CFR 1.141 et seg. Nevertheless, to further aid 
the biotechnology industry in protecting its intellectual property 
without creating an undue burden on the Office, the Commissioner 
has decided sua sponte to partially waive the requirements of 37 
CFR 1.141 et seg. and permit a reasonable number of such 
nucleotide sequences to be claimed in a single application. 


Accordingly, in most cases, up to ten (10) independent and 
distinct nucleotide sequences will be examined in a single appli- 
cation without restriction. It has been determined that normally ten 
sequences constitute a reasonable number for examination pur- 
poses. The PTO believes that allowing applicants to claim up to ten 
(10) independent and distinct nucleotide sequences in a single 
application will promote efficient, cost-effective examination of 
these types of applications. In addition to the specifically selected 
sequences, those sequences which are patentably indistinct from 
the selected sequences will also be examined. Furthermore, 
nucleotide sequences encoding the same protein are not considered 
to be independent and distinct inventions and will continue to be 
examined together. 


In some exceptional cases, the complex nature of the claimed 
material, for example a protein amino acid sequence reciting three 
dimensional folds, may necessitate that the reasonable number of 
sequences to be selected be less than ten (10). In other cases, 
applicants may petition pursuant to 37 CFR 1.181 for examination 
of additional nucleotide sequences by providing evidence that the 
different nucleotide sequences do not cover independent and 
distinct inventions. 


Ill. Under the Unity of Invention Standard in an Interna- 
tional Application or National Stage Application Filed Under 
35 U.S.C. § 371, Up to Ten Nucleotide Sequences Will Be 
Searched and/or Examined Without Payment of An Additional 
Fee 


International applications filed under the Patent Cooperation 
Treaty (PCT) and national stage applications filed under 35 U.S.C. 
§ 371 will be treated in a similar manner. Under 37 CFR 1.475 and 
1.499 et seq., when claims do not comply with the requirement of 
unity of invention, i.e., when the claimed subject matter does not 
involve “one or more of the same or corresponding special 
technical features,” 37 CFR 1.475(a), an additional fee is required 
to maintain the claims in the same application. 37 CFR 1.476(b). 
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The Commissioner has decided sua sponte to partially waive 37 
CFR 1.475 and 1.499 et seq. to permit applicants to claim up to ten 
(10) nucleotide sequences which do not have the same or corre- 
sponding special technical feature, without the payment of an 
additional fee. The PCT permits inventions which lack unity of 
invention to be maintained in the same international application 
for the payment of additional fees. Thus, in international applica- 
tions, for each group for which applicant has paid additional 
international search and/or preliminary examination fees, the PTO 
has determined that up to four (4) such additional sequences per 
group is a reasonable number for examination. Further, claims 
directed to the selected sequences will be examined with claims 
drawn to any sequence combinations which have a common 
technical feature with the selected sequences. Nucleotide se- 
quences encoding the same protein are considered to satisfy the 
unity of invention standard and will continue to be examined 
together. 


IV. Examples of Nucleotide Sequence Claims That Are the 
Subject of this Notice 


Examples of typical nucleotide sequence claims impacted by 
this Notice include: 


(1) an isolated and purified DNA fragment comprising DNA 
having at least 95% 


identity toa DNA sequence selected from SEQ ID Nos. 1-1,000; 


(2) a combination of DNA fragments comprising SEQ ID Nos. 
1-1,000; and 


(3) a combination of DNA fragments, said combination contain- 
ing at least thirty different DNA fragments selected from SEQ ID 
Nos. 1-1,000. 


Applications claiming more than ten (10) individual indepen- 
dent and distinct nucleotide sequences in alternative form, such as 
set forth in example 1, will be subject to a restriction requirement. 
Only the ten (10) nucleotide sequences selected in response to the 
restriction requirement and any other claimed sequences which are 
patentably indistinct therefrom will be examined. 


Applications claiming only a combination of nucleotide se- 
quences, such as set forth in example 2, will generally not be 
subject to a restriction requirement. The presence of one novel and 
nonobvious sequence within the combination will render the entire 
combination allowable. The combination will be searched until 
one nucleotide sequence is found to be allowable. The order of 
searching will be chosen by the examiner to maximize the 
identification of an allowable sequence. If no individual nucleotide 
sequence is found to be allowable, the examiner will consider 
whether the combination of sequences taken as a whole renders the 
claim allowable. 


Applications containing only composition claims reciting dif- 
ferent combinations of individual nucleotide sequences, such as set 
forth in example 3, will be subject to a restriction requirement. 
Applicants will be required to select one combination for exami- 
nation. If the selected combination contains ten or fewer se- 
quences, all of the sequences of the combination will be searched. 
If the selected combination contains more than ten sequences, the 
combination will be examined following the procedures set forth 
above for example 2. More specifically, the combination will be 
searched until one nucleotide sequence is found to be allowable 
with the examiner choosing the order of search to maximize the 
identification of an allowable sequence. The identification of any 
allowable sequence(s) will cause all combinations containing the 
allowed sequence(s) to be allowed. 


In applications containing all three claims set forth in examples 
1-3, the PTO will require restriction of the application to ten 
sequences for initial exam‘nation purposes. Based upon the finding 
of allowable sequences, claims limited to the allowable sequences 
as in example 1, all combinations, such as in examples 2 and 3, 
containing the allowable sequences and any patentably indistinct 
sequences will be rejoined and allowed. 
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Rejoinder will be permitted for claims requiring any allowable 
sequence(s). Any claims which have been restricted and non- 
selected and which are limited to the allowable sequence(s) will be 
rejoined and examined. 


V. Other Possible Solutions 


The PTO is pursuing other possible ways to efficiently examine 
applications that claim large numbers of nucleotide sequences, 
including the following: 


A. Software Development - Using private contractors, the PTO 
will attempt to identify, modify or develop software tools to aid in 
searching and the analysis of search results. 


B. Feedback - The PTO will pursue and evaluate suggestions 
from applicants, members of the bar, industry, scientists, govern- 
ment, and inventors. 


C. International Cooperation - The PTO will encourage greater 
cooperation between the other patent offices of the world in the 
area of biotechnology. The PTO will work with these offices to 
share resources thereby minimizing duplication of search and 
examination. 


D. PTO Outside Search Center - The PTO will explore the 
possibility of establishing an outside search center which would 
perform standard searches for all patent applicants submitting 
applications containing nucleotide sequences. 


E. Search Standards - The PTO will explore the possibility of 
establishing quality and proficiency standards for prior art searches 
so that applicants can perform their own pre-examination searches. 
Applicants could then submit their searches with their applica- 
tions, and the PTO could examine applications based on appli- 
cants’ searches. 


F. Communication - The PTO will communicate its procedures 
for searching the prior art and how the current hardware and 
software have been optimized for examination needs. 


Any questions, comments or suggestions regarding this Notice 
should be directed to Esther M. Kepplinger, Supervisory Primary 
Examiner, Group Art Unit 1302: by mail to Box Comments- 
Patents, Assistant Commissioner for Patents, Washington, DC 
20231; by FAX to (703) 305-3601; or by electronic mail addressed 
to ekepplin@uspto.gov. 
October 17, 1996 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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PrintEFS 
An Aid for Preparing Bibliographic 
Information for a U.S. Patent Application 


The U.S. Patent and Trademark Office (PTO) is pleased to offer 
a new program on its Internet web site entitled “PrintEFS.” This 
program will assist applicants in preparing a standard application 
data sheet and printing it to paper in a machine-readable format. 
When a PrintEFS application data sheet is submitted with a new 
patent application, it enables the PTO to electronically capture 
patent application bibliographic information from that sheet 
greatly reducing the PTO’s processing time for providing the 
applicant with an automatic e-mail or fax acknowledgement of 
papers received. 


Bibliograhic information includes, for example, the name and 
address of the applicant, the title of the invention, and the address 
of the applicant’s representative. Electronic capture of the biblio- 
graphic information, from a properly formatted application data 
sheet, improves the accuracy of patent application information. 
This, then, results in more accurate filing receipts and other 
records. It also accelerates the initial review process primarily by 


U.S. PATENT AND TRADEMARK OFFICE 


1243 TMOG 433 
(133) 


reducing the time spent searching various patent application 
papers to locate the bibliographic information. Additionally, the 
need for manual entry of this information into PTO information 
systems is greatly reduced. 


The application data sheets can be, and have previously been, 
produced by hand or by a word processing template. The new 
PrintEFS system however, is easier for the applicant and produces 
a far more accurate application data sheet. Applicants who have 
been using the previously distributed application data sheets are 
urged to try the PrintEFS system. 


Acquiring PrintEFS: 


Applicants with computer access to the Internet can use the 
PrintEFS system by this two step process: 


(1) First, the user downloads and installs on his or her computer 
a reusable InternetForms Viewer and the PrintEFS authoring tool. 

(2) Second, the user runs the PrintEFS program to produce an 
application data sheet which may be printed and submitted with a 
new patent application. The viewer and authoring tool may be 
reused. 


The viewer and the authoring tool are obtained by clicking the 
Download Viewer and Download Form links at the USPTO web 
site, http://www.uspto.gov/printefs. The viewer is an Internet Web 
browser extension that was supplied by Unisoft Wares Incorpo- 
rated (UWI). Users install the viewer and the authoring tool by 
double clicking each saved file (viewer and authoring tool) and 
following the install instructions provided within each program. 


PrintEFS Technical Requirements: 


The following computer hardware, software, and peripherals are 
needed: 


(1) An IBM-compatible computer with Pentium 133 or above 
(Pentium 200 or above recommended), 24 MB RAM (32 MB 
recommended); 

(2) 20MB disk space; 

(3) Windows 95, Windows 98, or Windows NT: 

(4) An Internet Service Provider; 

(5) A web browser such as Netscape 3.0, Internet Explorer 3.0, 
or later versions; 

(6) A mouse; and 

(7) A printer. 


Using PrintEFS: 


The PrintEFS authoring tool consists of the data entry screens 
listed below. The applicant must provide the requested information 
that is relevant to the application being submitted in the following 
categories: 


(1) Inventor Information 

(2) Correspondence Information 
(3) Application Information 

(4) Representative Information 
(5) Prior Foreign Information 
(6) Continuity Information. 


The program includes easy-to-use tools such as indicators for 
mandatory fields, drop-down lists, checkboxes. and tool tips. The 
program also verifies the format of the information that the 
applicant enters in each data entry field, and validates the infor- 
mation where possible. It then prints the application data sheet(s) 
for the applicant to submit to the PTO with his or her new patent 
application. The applicant may print a copy of the data entry 
screens at any time, with filled information fields or blank fields, 
and can save the entry screens to a file for reuse. The applicant 
may later retrieve and modify the saved data entry screens for 
other applications. 


When a properly entered PrintEFS application data sheet 
accompanies a new patent application a courtesy acknowledge- 
ment will be sent to the electronic mail address applicant has 
provided. It will indicate that the PTO has received and is 
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processing the patent application. If an electronic mail address is 
not provided, the courtesy acknowledgement will be sent to the 
applicant using the fax telephone number listed in the correspon- 
dence information, if any. 


The use of PrintEFS and the use of the application data sheet are 
optional. If an application data sheet is submitted in an application, 
the applicant should carefully check the information he or she 
provides in the application data sheet as this information will be 
used to establish the PTO records for the application. If informa- 
tion on the application data sheet is different from information 
provided in the oath or declaration under 37 CFR 1.63, the 
information provided in the application data sheet will still be used 
to establish PTO records for the application. A supplemental 
application data sheet may be submitted to correct or update 
information provided in a previous application data sheet. A 
supplemental oath or declaration under 37 CFR 1.67 may be 
required if information provided in the oath or declaration under 
37 CFR 1.63 is not correct. 


Review Under the Paperwork Reduction Act of 1995: 


The information collection involved in this notice is subject to the 
Paperwork Reduction Act of 1995 (44 U.S.C. § 3501 et seq), and 
his been reviewed by the Office of Management and Budget 
(OMB). This review is under OMB control number 0651-0032 and 
is approved through September 30, 2000. This collection of 
information is required by 35 U.S.C. §§ 111, 112, 113, 115, 119, 
and 120. Use of the PrintEFS program and the application data 
sheet format are voluntary. Information submitted by applicant 
will be treated confidentially in accordance with 35 U.S.C. § 122 
and 37 C.FR. § 1.14. The USPTO estimates that it will take an 
applicant 19 minutes to download and install the Internetforms 
viewer if they are using a 28.8K modem or 11 minutes if they are 
using a 56.6K modem. It will then take the applicant an additional 
12 minutes to read and understand the instructions, gather and 
enter the information, and to print the bibliographic information. 
Since the viewer only needs to be downloaded and installed on, it 
will only take the public 12 minutes to complete the bibliographic 
information after the first time the PrintEFS authoring tool is used. 
The USPTO anticipates that it will take the same amount of time 
to complete and print the PrintEFS application data sheet as it does 
to use alternativemeans to create the same paper printed output. 


For Further Information: 


A copy of the PrintEFS Authoring Guide can be downloaded from 
the USPTO’s Internet Website at www.uspto.gov/PrintEFS. For 
Further Information Contact: The USPTO Patent Assistance Cen- 
ter at 1-800-786-9199 or send an electronic message to 
PrintEFS @uspto.gov. 
August 6, 1999 NICHOLAS P. GODICI 
Deputy Assistant Commissioner 

for Patent Process Services 
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Applicant Aid for Biotechnology 
Computer Readable Form (CRF) 
Sequence Listings Submissions 


The Patent and Trademark Office (PTO) has developed a 
computer program, called Checker, that will aid applicants in 
identifying and correcting errors prior to making submissions for 
compliance with the Requirements for Patent Applications Con- 
taining Nucleotide Sequence and/or Amino Acid Sequence Dis- 
closures (sequence rules: 37 CFR 1.821 through 1.825). (Final 
rules were published in the Federal Register (55 FR 18230) on 
May 1, 1990, and in the PTO Official Gazette (1114 Off.Gaz.Pat- 
Office 29) on May 15, 1990.) 


Checker is a DOS-based software program that is intended to 
assist users in determining whether errors may be present in the 
sequence listings, and is not intended to guarantee that the 
submission is error-free. 
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The most current version of the software will be available via 
computer downloading (details below). Copies on diskette are also 
available. Updated software versions will not be automatically 
mailed out; any updates will be announced in the PTO Official 
Gazette. 


The software can be accessed/requested in the following loca- 
tions: 


1)Dial-up access to the Patent and Trademark Office Bulletin 
Board System. Phone number: 703-305-8950 Cost: Free-of-charge 

2) Dial-up access through the Internet. FTP site: ftp.uspto.gov 
Login as “anonymous”. Software is in directory /pub/checker 
Cost: Free-of-charge 

3) For diskette copies, telephone requests to 703-308-0322. 
Cost: $25.00 


For Further Information Contact: Meredith Beckhardt at 703- 
308-4212. 


February 14, 1995 STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 


Patent Policy and Projects 
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Department of Commerce 
Patent and Trademark Office 
37 CFR Part 5 


Patent Law Foreign Filing Amendments 
Agency: Patent and Trademark Office, Commerce 
Action: Notice of Final Rulemaking 


Summary: The Patent and Trademark Office (Office) is amending 
the rules of practice in patent cases to implement the Patent Law 
Foreign Filing Amendments Act of 1988, Subtitle B of Public Law 
100-418. The rules reflect changes made to 35 U.S.C. 184 which 
specify that a license is not required to, file amendments, modifi- 
cations, and supplements containing additional subject matter to a 
previously licensed foreign patent application if such amendments, 
modifications, and supplements do not change the general nature 
of the invention disclosed in the application in a manner which 
would require a corresponding United States patent application to 
be made available for national security inspection under 35 U.S.C. 
181. These regulatory changes are applicable to most existing 
foreign filing license holders if their patent application did not 
undergo security inspection under 35 U.S.C 181. Also, under the 
rules, a retroactive foreign filing license may be granted in 
situations where a proscribed foreign filing occurred through error 
and without deceptive intent as opposed to the earlier standard of 
inadvertence. 


Effective Date: Feb. 19, 1991. 


Supplementary Information: A notice of proposed rulemaking was 
published in the Federal Register at 55 Fed. Reg. 24270-24275 
(June 15, 1990) and at 1116 Official Gazette 21-25 (July 10, 1990). 
No oral hearing was held. Three written comments on the 
proposed rulemaking were received. The comments received and 
replies thereto are listed below. 


The rules are intended to implement the Patent Law Foreign 
Filing Amendments Act of 1988, Subtitle B of Public Law 100-418 
(hereinafter the Act), which amended §§ 184, 185 and 186 of Title 
35, United States Code, in order to simplify the procedures for 
United States inventors filing and prosecuting patent applications 
in foreign countries. The Office has not made any rule changes to 
implement the amendments to 35 U.S.C. 185 or 186 since these 
changes affect matters outside its jurisdiction. 


Section 184 of Title 35 is intended to protect United States 
national security interests by preventing the disclosure of poten- 
tially sensitive inventions made in the United States to foreign 
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nationals by the act of filing a patent application in foreign 
countries. An inventor may not apply for a foreign patent on an 
invention made in the United States until at least six (6) months 
after the inventor has filed a United States patent application 
unless the inventor receives a license from the Office permitting an 
earlier foreign filing. This six month period assures the Office the 
opportunity to screen applications for information the disclosure of 
which might be detrimental to the national security. Also, § 184, as 
originally enacted, authorized the Office to grant a retroactive 
license for an unlicensed foreign filing of a patent application if the 
foreign filing was inadvertent and if the disclosure of the subject 
matter in the application would not be detrimental to United States 
security interests. 


The original regulatory implementation of 35 U.S.C. 184 
required applicants to obtain a license not only for the original 
foreign patent application but also for the filing of almost any 
information in support of the application, thereby creating admin- 
istrative problems for United States inventors seeking foreign 
patent protection. For example, foreign patent offices often de- 
mand that additional technical data, such as the melting point of a 
chemical, be added to a patent application. An additional foreign 
filing license was usually required before the inventor could 
submit modifications, amendments, or supplements to a previously 
licensed foreign patent application, regardless of how trivial the 
change might be. 


Recognizing the problems involved in obtaining these addi- 
tional licenses, the Office promulgated rules in 1984 (see § 5.15(a) 
and 49 Fed. Reg. 13456 (April 4, 1984)) to streamline the licensing 
procedure. The 1984 rule change provided that an inventor could 
obtain in applications, the disclosure of the content of which is not 
potentially detrimental to United States security interests, a license 
which permitted the foreign filing of modifications, amendments, 
and supplements without further licensing if such changes were 
within the scope or character of the originally licensed invention (§ 
5.15(a)). The 1984 rule change, however, could not be made 
retroactive, and therefore had no effect on licenses granted under 
the old system. If an applicant wished to broaden a pre-April 4, 
1984, foreign filing license to the scope allowed by § 5.15(a), this 


involved filing a separate petition under § 5.15(c) in each appli- 
cation. 


The present Act clarifies the statutory basis for the current 
Patent and Trademark Office rules by providing that inventors, in 
most circumstances, are not required to obtain an additional 
license to file modifications, amendments, and supplements to 
their foreign applications for which a foreign filing license has 
been obtained under § 5.15(a). Unlike the previous Office rules, 
these rules broaden the scope of most existing licenses, provided 
that the conditions contained in the Act are met. 


The Act and these rules also address difficulties associated with 
attempts to procure a retroactive foreign filing license. Some 
applicants faced loss of their patent rights due to improper foreign 
filings even though they believed, in good faith, that a license was 
not necessary for certain minor changes to their foreign applica- 
tion. Court decisions have held that supplemental information filed 
abroad was exempt from the license requirement only when it was 
recited verbatim in the United States patent application, or was so 
commonly known that it could have been said to have been 
expressly disclosed in the United States application. /n re Gaert- 
ner, 604 F.2d 1348, 202 USPQ 714 (CCPA 1979). If a patent 
applicant did not obtain a foreign filing license from the Office, 
any corresponding United States patent was at risk of being held 
invalid under 35 U.S.C. 185 if technical information was added to 
the foreign application, even if the technical information was 
completely unrelated to United States security interests. 


Loss of United States patent rights subsequent to an “inadvert- 
ent” unlicensed foreign filing could be avoided if a retroactive 
license was obtained under 35 U.S.C. 184. Twin Disc, Inc. v. 
United States, 10 Cl. Ct. 713, 231 USPQ 417 (Ct. Cl. 1986) and 
Minnesota Mining and Manufacturing Co. v. Norton Co., 366 F.2d 
238, 151 USPQ | (6th Cir. 1966), cert. denied, 385 U.S. 1005 
(1967). While the Gaertner decision defined a broad range of 
circumstances under which a foreign filing license would be 
required, other court decisions made correction of licensing errors 
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difficult by setting forth various strict interpretations of the 
standard of “inadvertence.” Compare /ron Ore Co. of Canada v. 
Dow Chemical Co., 177 USPQ 34 (D. Utah 1972), aff'd, 500 F.2d 
189, 182 USPQ 520 (10th Cir. 1974) and Reese v. Dann, 391 F. 
Supp. 12, 185 USPQ 492 (D.D.C. 1975). An inventor could fail to 
meet the standard of “inadvertence” even if the information 
disclosed was not significant in nature and did not contain any 
sensitive national security information. For example, one decision 
suggested that the filing of information abroad was intentional 
because the inventor first considered the applicability of 184. 
Shelco, Inc. v. Dow Chemical Co., 322 F. Supp. 485, 168 USPQ 
395 (N.D. Ill. 1970), aff'd, 466 F.2d 613, 173 USPQ 451 (7th Cir. 
1972), cert. denied, 409 U.S. 876 (1972). Under the Shelco 
standard, if supplemental information had been filed abroad as a 
considered, willful act, even though done through error in the 
belief that the information disclosed abroad did not exceed the 
scope of the disclosure in the United States patent application, the 
filing would not be “inadvertent”; and, therefore, the subject 
information could not qualify for a retroactive license. 


The Act addresses these problems, and the rules implement the 
intention of the Act. The Act changes the language of the statute to 
provide that an inventor may receive a retroactive license if the 
inventor can show that the premature filing of a foreign patent 
application, or the submission of supplemental information in 
support of a foreign patent application, was made “through error 
and without deceptive intent.” This criterion is equivalent to that 
for reissue of a patent under 35 U.S.C. 251 to correct errors made 
without any deceptive intention. The reissue error requirement has 
been considered by the courts. See, e.g., Jn re Weiler, 790 F.2d 
1576, 229 USPQ 673 (Fed. Cir. 1986) and /n re Wadlinger 496 
F.2d 1200, 181 USPQ 826 (CCPA 1974). The applicant for a 
retroactive license also must show that the foreign filing did not 
disclose any information detrimental to the national security and 
that diligence was exercised in seeking a retroactive license once 
the applicant became aware of the proscribed foreign filing. 


The Act became effective on August 23, 1988, but it does not 
affect any final decision made by the Office or a court, nor the 
rights or liabilities of any party under a patent in a case pending 
before a court on the above date or under any subsequent patent 
deriving priority rights from such patent under 35 U.S.C. 120 or 
121. Therefore, the retroactive effect of the Act and the rules is 
limited. 


Comments on the Proposed Rules 
Comment 


One comment stated that the discussion in the proposed rule- 
making of the modification of the standard for obtaining a 
retroactive license from inadvertence to “through error and with- 
out deceptive intent” should have included a reference to Jn re 
Wadlinger, 492 F.2d 1200, 181 USPQ 826 (CCPA 1974) rather 
than to Jn re Weiler, 790 F.2d 1576, 229 U8PQ 673 (Fed. Cir. 1986) 
The comment stated that Wadlinger was a more appropriate and 
illustrative case because it discusses more fully the meaning of the 
term “error” as encompassing “inadvertence, accident or mistake” 
and as having a very broad meaning. The comment also noted that 
Wadlinger was referenced in comments made in the hearing on the 
proposed legislation as indicative of the reissue standard being 
applied to retroactive license requests 


Reply 


A citation to Jn re Wadlinger has been added to the citation of 
In re Weiler in the discussion of the final rules. It was not the intent 
of the Office by citing the Weiler case to suggest that decisions on 
petitions for the grant of retroactive licenses would be limited by 
that case. Decisions are based on the particular facts in each case 
and the entire body of law with respect to the standard of “through 
error and without deceptive intent.” 


Comment 
A comment stated that the Office should provide additional 


examples in the explanatory text in the final rule as to changes that 
may be made to foreign applications that have been licensed under 
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37 CFR 5.15(a) without obtaining any additional license. The 
comment pointed out that examples were given in the 1984 
rulemaking. 


Reply 


The list of examples presented at the time that 37 CFR 5.15(a) 
was adopted in 1984 was not intended to be all-inclusive. The 
Office is not aware of any judicial decisions setting limits to 
changes that may be made under a 5.15(a) license. Depending on 
the nature and the criticality, changes in temperature, portions, 
size, etc., outside of a previously disclosed value or range that do 
not change the general nature of the invention from what was 
previously disclosed are within the scope of a 5.15(a) license 
However, if the newly disclosed value or range does change the 
general nature of the invention from that of the originally disclosed 
value or range, then a separate license is required. Likewise, new 
species or subcombinations of a previously disclosed genus or 
combination would appear to require an additional license to 
include such a change in a foreign application. 


Comment 


One comment stated that the Office should provide clarification 
of the attorney’s ability to make decisions as to whether or not the 
added subject matter, in his opinion, changes the general nature of 
the invention. 


Reply 


Not only does the attorney have the ability to make the decision 
as to whether or not the additional subject matter changes the 
general nature of the invention, the attorney has the responsibility 
to do so. The Office will not give advisory opinions on whether an 
additional license is necessary, and will treat any provisional 
requests for a prospective or retroactive license as a request for a 
license. The procedure of the Office resolving any questions as to 
the security inspection status of any changes to previously licensed 
material is intended to apply only to those changes that have been 
submitted to the Office, i.e., the Office will reply to any inquiry as 
to whether previously submitted subject matter underwent, or 
should have undergone, security review. 


Comment 


One comment questioned what would happen if an attorney on 
considered judgment, honestly believed that a supplement did not 
change the general nature of a licensed invention, but that 
judgment later proved to be erroneous. 


Reply 

The Act and the rules now provide for a retroactive license to be 
granted in situations where it can be shown that a filing was made 
without a license through error and without deceptive intent. Thus, 


a retroactive license could be sought under § 5.25. 


Discussion Of Specific Rule Changes 


Section 5.11(a), as amended, specifies when a license is required 
before filing any foreign application for patent, including any 
modifications, amendments and supplements or divisions thereof. 
Section 5.11(a) adopts the statutory definition of “application” in 


35 U.S.C. 184. Also, the rule, as amended, clarifies that the 
provisions of this section apply only to inventions made in the 
United States as stated in 35 U.S.C. 184. However, where an 
improvement or modification to a foreign-origin invention is made 
in the United States, a license would be required for the additional 
subject matter. The language proposed for § 5.11(e)(3) has been 
redrafted for clarity but still provides that an inventor need not 
obtain a supplemental license to file modifications, amendments 
and supplements containing subject matter not disclosed in, or 
divisions of, a foreign application for which an initial foreign filing 
license was not required, as long as the corresponding United 
States application was not required to be made available for 
inspection under 35 U.S.C. 181 and § 5.1 and the changes did not 
alter the general nature of the invention in a manner which would 
require the United States application to have been made available 
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for inspection under 35 U.S.C. 181 and § 5.1. The need for a 
supplemental license depends on whether the changes altered the 
general nature of the invention, rather than the label applied to the 
changes, i.e., “Continuation”, “Continuation In-Part’, “Division”, 
etc 


Authorized parties may determine whether a particular applica- 
tion was forwarded to the defense agencies for inspection under 35 
U.S C. 181 either by reviewing the filing receipt to determine if a 
license is or was granted, in which case security inspection did not 
occur, or by reviewing the file wrapper to determine if an access 
acknowledgment under 35 U.S.C. 181 is present, in which case 
security inspection did occur. If verification of the security 
inspection status of an application is needed, the authorized parties 
may submit a written request therefor to the Office, directed to the 
attention of Licensing and Review. A written response from the 
Office will be issued. In the event Office records are not available, 
a de novo determination by the Office will be made of the need for 
defense agency inspection under the present national security 
standards. If security inspection was not required under 35 U.S.C. 
181, then the provisions of the Act will convert a previously 
granted or implied license into one having the scope of proposed 
§ 5.15(a). 


Section 5.15(a), as amended, adopts the specific provisions of 
the Act and clarifies the existing rules by expressly stating that the 
license provisions of the paragraph are applicable to United States 
applications which were not required to be made available for 
inspection under 35 U.S.C. 181 and § 5.1. The inspection 
provisions of 35 U.S.C. 181 delegate to the Commissioner of 
Patents and Trademarks the authority to decide which applications 
will be forwarded to United States defense agencies for national 
security inspection when the Government has no property interest 
in the invention. The fact that an application was forwarded to the 
defense agencies does not necessarily mean that the application 
was properly within the inspection scope of 35 U.S.C. 181. Thus, 
if an application was not required to be inspected but was 
inspected by mistake, it is eligible for such a license. The changes 
to the regulation expressly apply to modifications, amendments, 
and supplements to a previously licensed foreign application, and 
divisions thereof, provided the not alter the general nature of the 
invention in a manner which would require a corresponding 
United States application to have been made available for inspec- 
tion under 35 U.S.C. 181. 


The language of § 5.15(a)(1) also has been clarified. If the filing 
of the foreign application was pursuant to a license granted under 
§ 5.15 and issued prior to publication of the notice in the Federal 
Register at 49 Fed. Reg. 13456 (April 4, 1984) for subject matter 
which was not appropriate for inspection under 35 U.8.C. 181, the 
license is now expanded to cover amendments, modifications, and 
supplements thereto, or divisions thereof, which do not change the 
general nature of the invention in a manner which would require 
such application to be made available for security inspection under 
35 U.S.C. 181. Also, paragraphs (a)(3) and (a)(4) of § 5.15 have 
been merged in order to more clearly define the type of subsequent 
changes to a previously licensed foreign patent application which 
may be filed without any additional license. In particular, it is 
made clear that these changes must not be such as to require the 
application to be made available for security inspection. Any 
questions about the security inspection status of any application or 
amendments, modifications, and supplements thereto, or divisions 
thereof, will be handled in the manner as described above. 


Section 5.15(b), as amended, clarifies the existing rule by 
expressly stating that the license provisions of § 5.12(b) are 
applicable to United States applications which were required to be 
made available for inspection under 35 U.S.C. 181 and § 5.1. The 
amendments also clarify the language of the paragraph and 
indicate that the more restrictive license under this paragraph 
includes authority to take actions in the foreign or international 
application, provided subject matter additional to that covered by 
the license is not involved Section 5.15(c), as amended, clarifies 
the existing rule by expressly stating that the granting of a § 
5.15(a) scope to a license under § 5.15(b) and conversion 
provisions of this paragraph are only applicable to material 
submitted under § 5.13 or United States applications, which are 
not, or were not, required to be made available for inspection 
under 35 U.S.C. 181 and § 5.1. 
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Sections 5.15(e) and (f), as amended, substitute a reference to § 
5.15(a)(3) rather than to § 5.15(a)(4) which has been eliminated as 
a separate paragraph. Paragraph (e) also has been amended to state 
that changes to the general nature of the invention, which would 
require the application to have been made available for inspection 
under 35 U.S.C. 181 and § 5.1, require a separate license. 


Section 5.25(a), as amended, provides that the inventor may 
receive a retroactive license if the inventor can show that the 
premature filing of papers in a foreign patent office was made 
through error and without deceptive intent. This criterion is the 
same as that for “error without any deceptive intention” for reissue 
of a patent and replaces the previous standard of inadvertence. 
This section also has been amended to clarify that each country in 
which a proscribed filing occurred must be listed in a petition for 
retroactive license. Also, the rule has been amended to define a 
verified statement as being in the form of either an oath or a 
declaration. Finally, the rule has been clarified by defining the 
period over which error without deceptive intent must be shown as 
being the time leading up to and including the proscribed foreign 
filing. 


Other Considerations 


The rule change is in conformity with the requirements of the 
Regulatory Flexibility Act, 5 U.S.C. 601 et seq., Executive Orders 
12291 and 12612, and the Paperwork Reduction Act of 1980, 44 
U.S.C. 3501 et seq. 


The General Counsel of the Department of Commerce has 
certified to the Acting Chief Counsel for Advocacy, Small Busi- 
ness Administration, that the rule change will not have a significant 
adverse economic impact on a substantial number of small entities 
(Regulatory Flexibility Act, 5 U.S.C. 605(b)) because the rules 
simplify the procedures for all United States inventors who file and 
prosecute applications in foreign countries. 


The Patent and Trademark Office has determined that this rule 
change is not a major rule under Executive Order 12291. The 
annual effect on the economy will be less than $100 million. There 
will be no major increase in costs or prices for consumers, 
individuals, industries, Federal, state or local government agen- 
cies, or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of the United States-based enterprises 
to compete with foreign-based enterprises in domestic or export 
markets. 


The Patent and Trademark Office has also determined that this 
notice has no Federalism implications affecting the relationship 
between the National Government and the States as outlined in 
Executive Order 12612. 


These rules contain a collection of information requirement 
subject to the Paperwork Reduction Act which has previously been 
approved by the Office of Management and Budget under Control 
No. 0651-0011 with an expiration date of March 31, 1993. The 
average time for each petition for license under 51.12(b) or 5.25 is 
estimated to be approximately thirty (30) minutes, including time 
for reviewing instructions, gathering and maintaining data needed, 
and completing and reviewing the petition submission. Send 
comments regarding this burden estimate to the Patent and 
Trademark Office, Office of Management and Organization, Wash- 
ington, D.C. 20231, and the Office of Management and Budget, 
Washington, D.C. 20503 (Attention: Paperwork Reduction Project 
0651-0011). 


List Of Subjects 
37 CFR Part 5 


Classified information, Exports, Foreign relations, Inventions 
and patents. 


For the reasons set forth in the preamble, 37 CFR Part 5 is 
amended as set forth below. 
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PART 5 - SECRECY OF CERTAIN INVENTIONS 
AND LICENSES TO EXPORT AND FILE 
APPLICATIONS IN FOREIGN COUNTRIES 


1. The authority citation for Part 5 is revised to read as follows: 


Authority: 35 U.S.C. 6, 41, 181-188, as amended by the Patent 
Law Foreign Filing Amendments Act of 1988, Pub. L. 100-418 
102 Stat. 1567; the Arms Export Control Act, as amended, 22 U.S. 
C. 2751 et seq., the Atomic Energy Act of 1954, as amended, 42 
U. S.C. 2011 et seq., and the Nuclear Non-Proliferation Act of 
1978, 22 U.S.C. 3201 et seq., and the delegations in the regulations 
under these acts to the Commissioner (15 CFR 370.10(j), 22 CFR 
125.04, and 10 CFR 810.7). 


2. Section 5.11, paragraphs (a) and (e), are revised to read as 
follows: 


§ 5.11 License for filing in a foreign country an application on 
an invention made in the United States or for transmitting an 
international application. 


(a) A license from the Commissioner of Patents and Trademarks 
under 35 U.S.C. 184 is required before filing any application for 
patent including any modifications, amendments, or supplements 
thereto or divisions thereof or for the registration of a utility 
model, industrial design, or model, in a foreign patent office or any 
foreign patent agency or any international agency other than the 
United States Receiving Office, if the invention was made in the 
United States and: 


(1) An application on the invention has been on file in the 
United States less than six months prior to the date on which the 
application is to be filed, or 


(2) No application on the invention has been filed in the United 
States. 


(e) No license pursuant to paragraph (a) of this section is 
required: 


(1) If the invention was not made in the United States, or 


(2) If the corresponding United States application is not subject 
to a secrecy order under § 5.2, and was filed at least six months 
prior to the date on which the application is filed in a foreign 
country, or 


(3) For subsequent modifications, amendments and supplements 
containing additional subject matter to, or divisions of, a foreign 
patent application if: 


(i) a license is not, or was not, required under paragraph (e)(2) 
of this section for the foreign patent application; 


(ii) the corresponding United States application was not re- 
quired to be made available for inspection under 35 U.S.C. 181 
and § § 5.1; and 


(iii) such modifications, amendments, and supplements do not, 
or did not, change the general nature of the invention in a manner 
which would require any corresponding United States application 
to be or have been available for inspection under 35 U.S.C. 181 
and § § $.1. 


keke KE 


3. Section § 5.15, paragraphs (a), (b), (c), (e) and (f), are revised 
to read as follows: 


§ 5.15 Scope of license. 


(a) Applications or other materials reviewed pursuant to § 5.12 
through § 5.14, which were not required to be made available for 
inspection by defense agencies under 35 U.S.C. 181 and § 5.1, will 
be eligible for a license of the scope provided in this paragraph. 
This license permits subsequent modifications, amendments, and 
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supplements containing additional subject matter to, or divisions 
of, a foreign patent application, if such changes to the application 
do not alter the general nature of the invention in a manner which 
would require the United States application to have been made 
available for inspection under 35 U.S.C. 181 and § 5.1. This 
license also covers the inventions disclosed in foreign applications 
which had been granted a license under this part prior to April 4, 
1984, and which were not subject to security inspection under 35 
U.S.C. 181 and § 5.1. Grant of this license authorizes the export 
and filing of an application in a foreign country or the transmitting 
of an international application to any patent agency orinternational 
patent agency when the subject matter of the foreign or interna- 
tional application corresponds to that of the domestic application. 
This license includes authority: 


(1) To export and file all duplicate and formal application papers 
in foreign countries or with international agencies; 


(2) To make amendments, modifications, and supplements, 
including divisions, changes or supporting matter consisting of the 
illustration, exemplification, comparison, or explanation of subject 
matter disclosed in the application; and 


(3) To take any action in the prosecution of the foreign or 
international application provided that the adding of subject matter 
or taking of any action under paragraphs (a)(1) and (2) of this 
section does not change the general nature of the invention 
disclosed in the application in a manner which would require such 
application to have been made available for inspection under 35 
U.S.C. 181 and § 5.1 by including technical data pertaining to: 


(i) Defense services or articles designated in the United States 
Munitions List applicable at the time of foreign filing, the 
unlicensed exportation of which is prohibited pursuant to the Arms 
Export Control Act, as amended, and 22 CFR Parts 121 through 
130; or 


(ii) Restricted Data, sensitive nuclear technology or technology 
useful in the production or utilization of special nuclear material or 
atomic energy, the dissemination of which is subject to restrictions 
of the Atomic Energy Act of 1954, as amended, and the Nuclear 
Non-Proliferation Act of 1978, as implemented by the regulations 
for Unclassified Activities in Foreign Atomic Energy Frograms, 10 
CFR Part 810, in effect at the time of foreign filing. 


(b) Applications or other materials which were required to be 
made available for inspection under 35 U.S.C. 181 and § 5.1 will 
be eligible for a license of the scope provided in this paragraph. 
Grant of this license authorizes the export and filing of an 
application in a foreign country or the transmitting of an interna- 
tional application to any foreign patent agency or international 
patent agency. Further, this license includes authority to export and 
file all duplicate and formal papers in foreign countries or with 
foreign and international patent agencies and to make amend- 
ments, modifications, and supplements to, file divisions of, and 
take any action in the prosecution of the foreign or international 
application, provided subject matter additional to that covered by 
the license is not involved. 


(c) A license granted under § 5.12(b) pursuant to § 5.13 or § 5.14 
shall have the scope indicated in paragraph (a) of this section, if it 
is sO specified in the license. A petition, accompanied by the 
required fee (1.17(h)), may also be filed to change a license having 
the scope indicated in paragraph (b) of this section to a license 
having the scope indicated in paragraph (a) of this section. No such 
petition will be granted if the copy of the material filed pursuant to 
§ 5.13 or any corresponding United States application was 
required to be made available for in-spection under 35 U.S.C. 181 
and § 5.1. The change in the scope of a license will be effective as 
of the date of the grant of the petition. 


(e) Any paper filed abroad or transmitted to an international 
patent agency following the filing of a foreign or international 
application which changes the general nature of the subject matter 
disclosed at the time of filing in a manner which would require 
such application to have been made available for inspection under 
35 U.S.C. 181 and § 5.1 or which involves the disclosure of 
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subject matter listed in paragraphs (a)(3)(i) or (ii) of this section 
must be separately licensed in the same manner as a foreign or 
international application. Further, if no license has been granted 
under § 5.12(a) on filing the corresponding United States applica- 
tion, any paper filed abroad or with an international patent agency 
which involves the disclosure of additional subject matter must be 
licensed in the same manner as a foreign or international applica- 
tion. 


(f) Licenses separately granted in connection with two or more 
United States applications may be exercised by combining or 
dividing the disclosures, as desired, provided: 


(1) Subject matter which changes the general nature of the 
subject matter disclosed at the time of filing or which involves 
subject matter listed in paragraphs (a)(3)(i) or (11) of this section is 
not introduced, and 


(2) In the case where at least one of the licenses was obtained 
under§ 5.12(b), additional subject matter is not introduced. 


x*KeeK* 


4. Section 5.25, paragraph (a), is revised to read as follows: 


§ 5.25 Petition for retroactive license 


(a) A petition for a retroactive license under 35 U.S.C. 184 shall 
be presented in accordance with § 5.13 or § 5.14 (a), and shall 
include: 


(1) A listing of each of the foreign countries in which the 
unlicensed patent application material was filed, 


(2) The dates on which the material was filed in each country, 


(3) A verified statement (oath or declaration) containing: 


(i) An averment’ that the subject matter in question was not 
under a secrecy order at the time it was filed abroad, and that it is 
not currently under a secrecy order, 


(ii) A showing that the license has been diligently sought after 
discovery of the proscribed foreign filing, and 


(iii) An explanation of why the material was filed abroad 
through error and without deceptive intent without the required 
license under § 5.11 first having been obtained, and 


(4) The required fee (§ 1.17(h)). 


The above explanation must include a showing of facts rather 
than a mere allegation of action through error and without 
deceptive intent. The showing of facts as to the nature of the error 
should include statements by those persons naving personal 
knowledge of the acts regarding filing in a foreign country and 
should be accompanied by copies of any necessary supporting 
documents such as letters of transmittal or instructions for filing. 
The acts which are alleged to constitute error without deceptive 
intent should cover the period leading up to and including each of 
the proscribed foreign filings. 


**e ee * 


Nov. 28, 1990 HARRY F. MANBECK, JR. 
Assistant Secretary and Commissioner 


of Patents and Trademarks 
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(136) Removal of Surface Treatment 


From Design Drawings Permitted 


In view of the decision of In re Daniels, 144 F3d 1452, 46 
USPQ2d 1788 (Fed. Cir. 1998), the Patent and Trademark Office 
(Office) will, effective immediately, permit applicants in design 
applications to remove surface treatment from the drawings 
without a specific disclaimer in the original application papers if it 
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is clear from the application that applicants were in possession of 
the underlying design without the surface treatment at the time the 
application was filed. 


Background: Prior to Daniels, the Design Group (2900) consid- 
ered surface indicia or treatment (color or contrast, graphic or 
written indicia, including identifying indicia of a proprietary 
nature or surface ornamentation on an article) that does not 
obscure the underlying design to be an integral part of the design 
unless initially disclaimed. Thus, without an initial disclaimer, 
later submitted formal drawings or photographs were required to 
depict all the surface indicia, including color, present in the 
original drawings. See 37 CFR 1.152(b)(1) and (b)(2), amended 
effective December 1, 1997. 


New_ Office Policy: The Office intends to amend 37 CFR 
1.152(b)(1_) and (b)(2) in an upcoming rules change to better 
conform to the Daniels decision. Effective immediately, those 
portions of 37 CFR 1.152(b)(1 ) and (b)(2) with respect to a 
specifiic disclaimer which are in conflict with the Daniels decision 
will be sua sponte waived by the Office. Thus, applicants will be 
permitted to remove surface indicia or treatment (e.g., color 
ornamentation, decoration, or pattern) shown in a drawing or 
photograph of a design without such removal being treated as new 
matter, provided that the surface indicia does not obscure or 
override the underlying design. Removing surface indicia by 
amendment in the formal drawings may be done by either: 1) 
deleting the surface indicia entirely; or 2) converting the solid line 
showing of surface indicia to broken lines for illustrative purposes 
only. 


As part of implementing the current change, any outstanding 
rejection that does not conform to this new Office policy will be, 
upon request, withdrawn. Applicants must, therefore, timely reply 
to such rejection with a request that it be withdrawn, even if it is 
the only rejection made. 


Any general questions relating to this notice should be directed to 
Joseph Narcavage, Special Program Law Office, at (703) 305- 


9285. Any specific questions relating to the implementation of the 
OG Notice should be directed to James Gandy, Supervisory Patent 
Examiner, TC 1600/2900, at (703) 305-3290. 


November 6, 1998 STEPHEN G. KUNIN 
Deputy Assistant Commissioner 


for Patent Policy and Projects 
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(137) Any Application Filed With Instructions to 


Cancel All of the Claims in the Application is 
Not Entitled to a Filing Date 


In view of the Federal Circuit decision in Baxter Int'l. Inc. v. 
McGaw Inc., 149 F.3d 1321, 47 USPQ2d 1225 (Fed. Cir. 1998), 
decided June 30, 1998, the PTO is revising its treatment of 
applications deposited with instructions contained in preliminary 
amendments or transmittal letters to cancel all of the claims in the 
application. 


MPEP §§ 711.01 and 714.19 currently indicate that an amendment 
canceling all of the claims and presenting no new or substitute 
claims is ordinarily denied entry. The MPEP does not, however, 
differentiate between amendments submitted with the filing of an 
application and all other amendments. Baxter involved a patent 
granted on an application filed as a divisional application under 
former 37 C.F.R. § 1.60 with instructions to cancel all of the claims 
in the specification without presenting any new claims. The PTO 
accorded the application a filing date (as of the date of receipt of 
the copy of the specification and drawings) and sent applicant a 
notice that the instructions were improper because they would 
leave the application without claims for examination. In response 
to the notice, applicant subsequently filed an amendment adding 
replacement claims. 
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The court held that the (divisional) application was not entitled to 
the original filing date because the requirements of 35 U.S.C. § 
112, second paragraph, had not been met, i.e., the application was 
effectively filed without a claim. The court concluded that the 
earliest filing date that could be accorded was the date a claim was 
filed (which was the date the amendment was filed in response to 
the notice from the PTO). The court also stated that the lack of a 
claim was a statutory defect which the PTO could not waive. 


As a result of Baxter, the PTO will no longer accord a filing date 
to any application (original, continuation, divisional or continua- 
tion-in-part) submitted under 37 C.F.R. § 1.53(b) or Continued 
Prosecution Application (CPA) (continuation or divisional) sub- 
mitted under 37 C.F.R. § 1.53(d) where the application is accom- 
panied by a preliminary amendment which cancels all claims and 
fails to simultaneously submit any new claims. MPEP §§ 711.01 
and 714.19 will be revised to state that an amendment filed after 
the filing date of an application which cancels all of the claims and 
presents no substitute claim or claims is ordinarily denied entry. In 
addition, MPEP § 601.01 (e) will be revised to call attention to 
Baxter. 


When filing an application under 37 C.FR. § 1.53(b) or CPA 
request under 37 C.F.R. § 1.53(d), applicants and practitioners are 
reminded to carefully review the application papers, including any 
preliminary amendments to be filed with the application, to 
ensure that the application will contain at least one claim after the 
preliminary amendments are entered. 


Questions or comments concerning this notice should be for- 
warded to John F. Gonzales, Senior Legal Advisor, by facsimile at 
(703) 308-6916, by telephone at (703) 305-9285, or by e-mail at 
john.gonzales @uspto.gov. 
September 28, 1998 STEPHEN G. KUNIN 
Deputy Assistant Commissioner 
for Patent Policy and Projects 
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(138) Guidance on Treatment of Product and 
Process Claims in light of In re Ochiai, 


In re Brouwer and 35 U.S.C. § 103(b) 


The purpose of this Notice is to provide guidance to Patent and 
Trademark Office personnel and to the public on the proper 
consideration of certain claims in light of Jn re Ochiai, 71 F. 3d 
1565, 37 USPQ2d 1127 (Fed. Cir. 1995) and in re Brouwer, ** 
F.3d **, 37 USPQ2d 1663 (Fed. Cir. 1996) and the passage of 35 
U.S.C. 103(b), which became effective November 1, 1995. Ochiai, 
Brouwer and § 103(b) relate to how process claims directed to 
making or using nonobvious products are to be treated. 

The Court in Ochiai and Brouwer addressed the issue of 
whether an otherwise conventional process could be patented if it 
were limited to making or using a nonobvious product. In both 
cases, the Federal Circuit held that the use of per se rules is 
improper in applying the test for obviousness under the 35 U.S.C. 
§ 103. Rather, § 103 requires a highly fact-dependent analysis 
involving taking the claimed subject matter as a whole and 
comparing it to the prior art. To support a rejection under § 103, 
the collective teachings of the prior art must have suggested to one 
of ordinary skill in the art that, at the time the invention was made, 
applicant’s claimed invention would have been obvious. In apply- 
ing this test to the claims on appeal, the Court held that there 
simply was no suggestion or motivation in the prior art to make or 
use the nonobvious products to which the claims were limited and 
consequently overturned the rejections based upon § 103. 

Interpreting a claimed invention as a whole requires consider- 
ation of all claim limitations. Thus, language in a process claim 
which recites making or using a nonobvious product must be 
treated as a material limitation, and a motivation to make or use the 
nonobvious product must be present in the prior art for a § 103 
rejection to be sustained. 
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In light of Ochiai and Brouwer, Office personnel will consider 
all claim limitations when analyzing process claims which make or 
use nonobvious products under § 103. Office personnel will focus 
on treating claims as a whole and follow the analysis set forth in 
Graham vy. John Deere, 383 U.S. 1, 148 USPQ 459 (1966). 

Accordingly, to facilitate examination under § 103, where 
product and process claims are presented in the same application, 
applicant may be called upon under 35 U.S.C. § 121 to elect claims 
to either the product or process. The claims to the non-elected 
invention will be withdrawn from further consideration. However, 
in the case of an elected product claim, rejoinder will be permitted 
when a product claim is found allowable and the withdrawn 
process claim depends from or otherwise includes all the limita- 
tions of an allowed product claim. Withdrawn process claims not 
commensurate in scope with an allowed product claim will not be 
rejoined. In the event of rejoinder, the rejoined process claims will 
be fully examined for patentability in accordance with 37 CFR 
1.104 - 1.106. If the application containing the rejoined claims is 
not in condition for allowance, the subsequent Office action may 
be made final, or, if the application was already under final 
rejection, the next Office action may be an advisory action. 

35 U.S.C. § 103(b) is applicable to biotechnological processes 
only. Section § 103(b) precludes a rejection of process claims 
which involve the use or making of certain nonobvious biotech- 
nological compositions of matter under § 103(a). Section § 103(b) 
requires that: 


1. the biotechnological process and composition of matter be 
contained in either the same application or in separate applications 
having the same effective filing date, 


2. both the biotechnological process and composition of matter 
be owned or subject to an assignment to the same person at the 
time the process was invented; 


3. a patent issued on the process also contain the claims to the 
composition of matter used in or made by the process, or, if the 
process and composition of matter are in different patents, the 
patents expire on the same date; 


4. the biotechnological process falls within the definition set 
forth in § 103(b); and 


5. a timely election be made to proceed under the provisions of 
§ 103(b). 


In view of the Federal Circuit's decisions in Ochiai and 
Brouwer, an applicant’s need to rely upon § 103(b) should be rare. 
Consequently, the Patent and Trademark Office will treat § 103(b) 
elections on a case-by-case basis by way of petition under 37 CFR 
1.182. That petition must establish that all the requirements set 
forth in § 103(b) have been satisfied. An election will normally be 
considered timely if it is made no later than the earlier of either (1) 
the payment of the issue fee, or (2) the filing of an appeal brief in 
an application which contains a composition of matter claim which 
has not been rejected under 35 U.S.C. §§ 102 or 103. 

In an application where at least one composition of matter claim 
has not been rejected under 35 U.S.C. §§ 102 or § 103, a § 103(b) 
election may be made by submitting the petition and an amend- 
ment requesting entry of process claims which correspond to the 
composition of matter claim. 

For applications pending on or after November 1, 1995, in 
which the issue fee has been paid prior to the date of this Notice, 
the timeliness requirement for an election under § 103(b) will be 
considered satisfied if the conditions of 37 CFR 1.312(b) are met. 
However, if a patent is granted on an application entitled to the 
benefit of § 103(b) without an election having been made as a 
result of error without deceptive intent, patentees may file a reissue 
application to permit consideration of process claims which 
qualify for § 103 (b) treatment. 

Any questions, comments or suggestions regarding petitions 
under 37 CFR 1.182 filed pursuant to this Notice should be 
directed to the Special Program Law Office, attention: Hiram 
Bernstein, Senior Legal Advisor. All other questions, comments or 
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suggestions regarding this Notice shovld be directed to the 
Solicitor’s Office, attention: Craig Kaufman, Associate Solicitor. 
February 28, 1996 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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(139) Guidelines Setting Forth a Modified Policy 
Concerning the Evidence of Common Ownership, or an 
Obligation of Assignment to the Same Person, as 
Required by 35 U.S.C. 103(c) 


I. Summary 


An earlier Official Gazette notice set forth the position of the 
United States Patent and Trademark Office (USPTO) regarding 
interpretation and implementation of the changes made to 35 
U.S.C. 103(c) by the American Inventors Protection Act of 1999 
(hereinafter “AIPA”).' See “Guidelines Concerning the Implemen- 
tation of Changes to 35 USC 102(g) and 103(c) and the Interpre- 
tation of the Term ‘Original Application’ in the American Inven- 
tors Protection Act of 1999,” 1233 O.G. 54 (April 11, 2000) 
(hereinafter “the Guidelines”). The Guidelines suggested several 
different forms of evidence, based on 37 CFR 1.104(a)(5), to show 
common ownership or an obligation of assignment to the same 
person, of the application and the reference at the time the 
invention was made. In a rule change to implement the eighteen- 
month publication provisions of the AIPA, 37 CFR 1.104(a)(5) 
was removed. See “Changes to Implement Eighteen-Month Pub- 
lication of Patent Applications; Final Rule,” 65 FR 57023, 57033, 
57056 (September 20, 2000). 


This notice sets forth a modified policy concerning evidence of 
common ownership, or an obligation of assignment to the same 
person, at the time the invention was made. Henceforth, applica- 
tions and references (whether patents, patent applications, patent 
application publications, etc.) will be considered by the examiner 
to be owned by, or subject to an obligation of assignment to, the 
same person, at the time the invention was made, if the appli- 
cant(s) or the attorney or agent of record makes a statement to the 
effect that the application and the reference were, at the time the 
invention was made, owned by, or subject to an obligation of 
assignment to, the same person. 


This new (modified) policy will apply when an applicant seeks 
to exclude a reference available under 35 U.S.C. 102(e), (f) and/or 
(g) pursuant to 35 U.S.C. 103(c). This policy applies for applica- 
tions filed on or after November 29, 1999 where a reference 
available under 35 U.S.C. 102(e) is sought to be excluded, and any 
application where a reference available under only 35 U.S.C. 102 
(f) and/or (g) is sought to be excluded. 


A reference excluded under amended 35 U.S.C.103(c) may 
continue to serve as the basis of a rejection under 35 USC 102(e), 
and serve as part of the basis of a double patenting rejection. 


Il. Background 


The AIPA amended 35 U.S.C. 103(c) to add that subject matter 
that only qualifies as prior art under 35 U.S.C. 102(e) and that was 
commonly owned, or subject to an obligation of assignment to the 
same person, at the time the invention was made cannot be applied 
in a rejection under 35 U.S.C. 103(a). Section 4807 of the AIPA 
amended 35 U.S.C. 103(c) to read as follows: 


“(c) Subject matter developed by another person, which 
qualifies as prior art only under one or more of subsections 
(e), (f), and (g) of section 102 of this title, shall not 
preclude patentability under this section where the subject 
matter and the claimed invention were, at the time the 
invention was made, owned by the same person or subject 
to an obligation of assignment to the same person.” 
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This change to § 103(c) applies to any patent application filed 
on or after the date of enactment, November 29, 1999. See AIPA 
§ 4807(b). This amendment to § 103(c) does not apply to any 
application filed before November 29, 1999, any request for 
examination under 37 CFR 1.129 of such an application, nor any 
request for continued examination under 37 CFR 1.114 of such an 
application. 


For the implementation of the change to 35 U.S.C. 103(c), the 
Guidelines stated that: 

Applications and patents will be considered by the examiner to 
be owned by, or subject to an obligation of assignment to, the same 
person, at the time the invention was made, if: 

(a) the applicant provides evidence that the application and 
patent files refer to assignments recorded in the PTO in 
accordance with 37 CFR 3.11 which convey the entire 
rights in the applications to the same person(s) or organi- 
zation(s) at the time of the invention; 

(b) copies of unrecorded assignments which convey the 
entire rights in the applications to the same person(s) or 
organization(s) at the time of the invention are filed in each 
of the applications and patents; 

(c) an affidavit or declaration by the common owner is filed 
which states that there was common ownership at the time 
the invention was made and explains why the affiant 
believes there was common ownership; or 

(d) other evidence is submitted which establishes common 
ownership of the applications and patents at the time the 
invention was made, e.g., a court decision determining the 
owner. 

The listing of the above-mentioned types of evidence was based 
on 37 CFR 1.104(a)(5), which has now been removed. See 
“Changes to Implement Eighteen-Month Publication of Patent 
Applications; Final Rule,” 65 FR 57023, 57033, 57056 (September 
20, 2000). 


Ill. Modified Policy on Evidence to Establish Common Owner- 
ship or an Obligation for Assignment to the Same Person 


The policy on what evidence is needed to establish common 
ownership, or an obligation for assignment to the same person, set 
forth in the Guidelines (restated above) is hereby replaced by the 
following policy: 


Applications and references (whether patents, patent appli- 
cations, patent application publications, etc.) will be con- 
sidered by the examiner to ve owned by, or subject to an 
obligation of assignment to the same person, at the time the 
invention was made, if the applicant(s) or an attorney or 
agent of record makes a statement to the effect that the 
application and the reference were, at the time the inven- 
tion was made, owned by, or subject to an obligation of 
assignment to, the same person. 


This policy is being changed in order to simplify the examina- 
tion and processing of requests for the exclusion of prior art under 
35 U.S.C. 103(c). The applicant(s) or the representative(s) of 
record have the best knowledge of the ownership of their appli- 
cation(s) and reference(s), and their statement of such is sufficient 
evidence because of their paramount obligation of candor and 
good faith to the USPTO. 


The statement concerning common ownership should be clear 
and conspicuous (e.g. on a separate piece of paper or in a 
separately labeled section) in order to ensure that the examiner 
quickly notices the statement. Applicants may, but are not required 
to, submit further evidence, such as assignment records, affidavits 
or declarations by the common owner, or court decisions, in 
addition to the above-mentioned statement concerning common 
ownership. 


For example, an attorney or agent of record receives an Office 
action for Application X in which all the claims are rejected under 
35 U.S.C. 103(a) using Patent A in view of Patent B. In her 
response to the Office action, the attorney or agent of record for 
Application X states, in a clear and conspicuous manner, that: 
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“Application X and Patent A were, at the time the invention 
of Application X was made, owned by Company Z.” 


This statement alone is sufficient evidence to disqualify Patent A 
from being used in a rejection under 35 U.S.C. 103(a) against the 
claims of Application X. 


In rare instances, the examiner may have independent evidence 
that raises a material doubt as to the accuracy of applicant’s 
representation of either (1) the common ownership of, or (2) the 
existence of an obligation to commonly assign, the application 
being examined and the applied US patent or US patent applica- 
tion publication reference. In such cases, the examiner may 
explain why the accuracy of the representation is doubted, and 
require objective evidence of common ownership of, or the 
existence of an obligation to assign, the application being exam- 
ined and the applied reference as of the date of invention of the 
application being examined. 


IV. The Interpretation of the Phrase “Same Person” 


The phrase “same person” includes persons, organization(s) or 
corporation(s). If an invention claimed in an application is owned 
by more than one entity and those entities seek to exclude a 
reference’s use under 35 U.S.C. 103, then the reference must be 
owned by, or subject to an obligation of assignment to, the same 
entities that owned the application, at the time the invention was 
made. For example, assume Company A owns twenty percent of 
patent Application X and Company B owns eighty percent of 
patent Application X at the time the invention of Application X 
was made. In addition, assume that Companies A and B seek to 
exclude Reference Z’s use under 35 U.S.C. 103(a). Reference Z 
must have been co-owned, or been under an obligation of 
assignment to both companies, on the date the invention was made 
in order for the exclusion to be properly requested. A statement 
such as “Application X and Patent Z were, at the time the 
invention of Application X was made, jointly owned by Compa- 
nies A and B” would be sufficient evidence of common ownership. 


For applications owned by a joint venture of two or more 
entities, both the application and the reference must have been 
owned by, or subject to an obligation of assignment to, the joint 
venture at the time the invention was made. For example, if 
Company A and Company B formed a joint venture, Company C, 
both Application X and Reference Z must have been owned by, or 
subject to an obligation of assignment to, Company C at the time 
the invention was made in order for Reference Z to be properly 
excluded as prior art under 35 U.S.C. 103(c). If Company A by 
itself owned Reference Z at the time the invention of Application 
X was made, a request for the exclusion of Reference Z as prior art 
under 35 U.S.C. 103(c) would not be proper. 


V. Implementation and Effective Date of the Modified Policy 


As stated above, this new (modified) policy will apply when an 
applicant seeks to exclude a reference available under 35 U.S.C. 
102(e), (f) and/or (g) pursuant to 35 U.S.C. 103(c). This policy 
applies for applications filed on or after November 29, 1999 where 
a reference available under 35 U.S.C. 102(e) is sought to be 
excluded, and any application where a reference available under 
only 35 U.S.C. 102 (f) and/or (g) is sought to be excluded. 


The policy changes made by this notice are effective on the date 
of publication of this notice, and shall be applied in any Office 
action mailed on or after that date. If a reply by applicant filed 
before that date has already been acted on by the Office, and 
applicant seeks reconsideration in view of this notice, applicant 
should reassert the evidence, e.g., a statement signed by a 
registered practitioner or by the applicant, concerning entitlement 
to prior art exclusion in the previously submitted reply in a timely 
submitted reply. This may be done by calling attention to the 
contents of the previous reply or by incorporating the previously 
submitted evidence in the next reply. 


If an Office action includes a non-final rejection to certain 
claims which is obviated by a reply based on a proper claim of 
entitlement to the new exclusion, then a subsequent Office action 
should not be made final if the action relies on newly applied prior 
art against the same claims. 
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If a final rejection of certain claims is obviated by a timely reply 
based on a proper claim of entitlement to the new exclusion, then 
the Office should acknowledge the reply by modifying the status of 
the claims. For example, if the only rejection in the final rejection 
is obviated by evidence demonstrating entitlement to exclude prior 
art under amended 35 USC 103(c) in the reply, the Office should 
indicate that the claims are allowable, or prosecution should be 
reopened should the claims be considered unpatentable in view of 
newly applied prior art. Applicant's evidence concerning the 
exclusion are entitled to being considered even after a final 
rejection has been made, since if the exclusion is established, the 
propriety of the rejection is obviated as a matter of law. Applicants 
should be aware, however, that the failure to submit evidence of 
entitlement to exclude prior art following the first Office action 
including the use of such prior art in a rejection under 35 U.S.C. 
103(a) may be considered by the Office as conduct that is 
considered to be a failure to engage in reasonable efforts to 
conclude prosecution if such prior art is thereafter excluded under 
35 USC 103(c). See 37 CFR 1.704(c) and See, Discussion of 
Comment 19, Changes To Implement Patent Term Adjustment 
Under Twenty- Year Patent Term; Final Rule, 65 F. R. 56365, 79 
(September 18, 2000). 


FOR FURTHER INFORMATION CONTACT: Jeanne Clark or 
Robert Clarke, Legal Advisors in the Office of Patent Legal 
Administration, by telephone at (703) 305-1622, by fax at (703) 
305-1013, or by e-mail addressed to Jeanne.Clark @ USPTO. gov or 
Robert.Clarke@ USPTO. gov. 
Nov. 21, 2000 STEPHEN G. KUNIN 
Deputy Commissioner for 
Patent Examination Policy 


' The American Inventors Protection Act of 1999 is a part of the 
conference report (H. Rep. 106-479) on H.R. 3194, Consolidated 
Appropriations Act, Fiscal Year 2000. The text of the American 
Inventors Protection Act of 1999 is contained in title IV of S. 1948, 
the Intellectual Property and Communications Omnibus Reform 
Act of 1999 (Public Law 106-113). The American Inventors 
Protection Act of 1999 was enacted on November 29, 1999. 


[1241 OG 96] 
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Changes to Implement the Patent Business Goals 


AGENCY: United States Patent and Trademark Office, Com- 
merce. 


ACTION: Final rule. 


SUMMARY: The United States Patent and Trademark Office 
(Office) has established business goals for the organizations 
reporting to the Commissioner for Patents (Patent Business Goals). 
The focus of the Patent Business Goals is to increase the level of 
service to the public by raising the efficiency and effectiveness of 
the Office’s business processes. In furtherance of the Patent 
Business Goals, the Office is changing the rules of practice to 
eliminate unnecessary formal requirements, streamline the patent 
application process, and simplify and clarify the provisions of the 
rules of practice. 


DATES: EFFECTIVE DATE: Nov. 7, 2000, unless otherwise 
provided. 


The changes to §§ 1.27, 1.78, 1.131, 1.132, 1.137, 1.152, 1.155, 
1.324, 1.366, 1.740, and 1.760, and the removal of § 1.44 are 
effective Sep. 8, 2000. 


The new two-year limit for requesting refunds under 1.26 will be 
applied to any fee paid regardless of when it was paid. For 
previously paid fees, the two-year time period for requesting a 
refund will expire on Nov. 7, 2000 or the date that is two years 
from the date the fee was paid. 
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APPLICABILITY DATES: Computer program listings in compli- 
ance with former§ 1.96 will be accepted until March 1, 2001. After 
that date, computer program listings must comply with revised 
1.96. Amendments in compliance with former § 1.121 will be 
accepted until March 1, 2001. After that date, amendments must 
comply with revised 1.121. 


FOR FURTHER INFORMATION CONTACT: Hiram H. 
Bernstein ((703) 305-8713) or Robert W. Bahr ((703) 308-6906), 
Senior Legal Advisors, or Robert J. Spar, Director ((703) 308- 
5107), Office of Patent Legal Administration (OPLA), directly by 
phone, or by facsimile to (703) 305-1013, marked to the attention 
of Mr. Bernstein, or by mail addressed to: Box Comments-- 
Patents, Commissioner for Patents, Washington, D.C. 20231. 


Additionally, the following members of OPLA may be called 
directly for the matters indicated: 

Robert Bahr ((703) 308-6906): §§ 1.22, 1.25, 1.26, 1.53, 1.55, 
1.72, 1.76, 1.78, 1.112, 1.131, 1.132, 1.137, 1.138, 1.193, 1.311 
through 1.313, 1.366, Part 5, and Part 10. 

Hiram Bernstein ((703) 305-8713): §§ 1.9, 1.22, 1.26 through 
1.28, 1.41, 1.48, 1.56, 1.85(c), 1.97, 1.98, 1.105, 1.111, 1.115, 
1.133, 1.136, 1.322 through 1.324, and Part 3. 

Robert Clarke ((703) 305-9177): Processing and petition fees, 
and § 1.52(b)(2). 

James Engel ((703) 308-5106): §§ 1.152 et seq. 

Eugenia Jones ((703) 306-5586): §§ 1.9, 1.27, and 1.28. 

Jay Lucas ((703) 308-6868) or Anton Fetting ((703) 305-8449): 
§§ 1.96, and 1.821 et seq. 

Joe Narcavage ((703) 305-1795): §§ 1.52(b)(6), 1.121, 1.125, 
and 1.173 et seq. 

Kenneth Schor ((703) 308-6710): §§ 1.97, 1.98, 1.173 et seq., 
1.510 et seq., and Part 3. 

Fred Silverberg ((703) 305-8986): § 1.63 (oath or declaration) 
form. 

Karin Tyson ((703) 306-3159): §§ 1.14, 1.33, 1.44, 1.47, 1.51, 
1.52 (except (b)(2) and (b)(6)), 1.59, 1.63, 1.64, 1.67, 1.77, 1.84, 
1.85 (except (c)), 1.163, and 1.720 et seq. 


SUPPLEMENTARY INFORMATION: The organizations re- 
porting to the Commissioner for Patents have established five 
business goals (Patent Business Goals) to meet the Office’s Year 
2000 commitments. The Patent Business Goals have been adopted 
as part of the Fiscal Year 1999 Corporate Plan Submission to the 
President. The five Patent Business Goals are: 

Goal 1: Reduce Office processing time (cycle time) to twelve 
months or less for all inventions. 

Goal 2: Establish fully-supported and integrated Industry Sectors. 
Goal 3: Receive applications and publish patents electronically. 
Goal 4: Exceed our customers’ quality expectations, through the 
competencies and empowerment of our employees. 

Goal 5: Align fees commensurate with resource utilization and 
customer efficiency. 


This final rule makes changes to the regulations to support the 
Patent Business Goals. A properly reengineered or reinvented 
system eliminates the redundant or unnecessary steps that slow 
down processing and frustrate customers. In furtherance of the 
Patent Business Goals, these changes to the rules of practice take 
a fresh view of the business end of issuing patents, and continue a 
process of simplification. Formal requirements of rules that are no 
longer useful are eliminated. Once the intent of an applicant is 
understood, the Office will simply go forward with the processing. 
The essentials are maintained, while formalities are greatly re- 
duced. The object is to focus on the substance of examination and 
decrease the time that an application for patent is sidelined with 
unnecessary procedural issues. 


In streamlining this process, the Office will be able to issue a 
patent in a shorter time by eliminating formal requirements that 
must be performed by the applicant, his or her representatives and 
the Office itself. Applicants will benefit from a reduced overall cost 
to them for receiving patent protection and from a faster receipt of 
their patents. 


The Office initially published an advance notice of proposed 
rulemaking containing twenty-one initiatives. See Changes to 
Implement the Patent Business Goals, Advance Notice of Pro- 
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posed Rulemaking, 63 FR 53497 (October 5, 1998), 1215 Off. 
Gaz. Pat. Office (October 27, 1998) (Advance Notice). The Office 
published a notice of proposed rulemaking, proposing a number of 
changes to the rules of practice to implement the Patent Business 
Goals that contained about half of the topics set forth in the 
advance notice plus additional items. See Changes to Implement 
the Patent Business Goals, Notice of Proposed Rulemaking, 64 FR 
53771 (October 4, 1999), 1228 Off. Gaz. Pat. Office 15 (November 
2, 1999). This final rule contains a number of changes to the text 
of the rules as proposed for comment. The significant changes (as 
oppesed to additional grammatical corrections) are discussed 
below. Familiarity with the Advance Notice and Notice of Pro- 
posed Rulemaking is assumed. 


The title “Commissioner of Patents and Trademarks” was changed 
to “Director of the United States Patent and Trademark Office” by 
§ 4732 of the “American Inventors Protection Act of 1999” (Title 
IV of the “Intellectual Property and Communications Omnibus 
Reform Act of 1999”) that was incorporated and enacted into law 
on November 29, 1999, by § 1000(a)(9), Division B, of Public 
Law 106-113, 113 Stat. 1501 (1999). To avoid inconsistent use of 
the title “Commissioner” and “Director” in the rules of practice, 
the Office plans to change the title “Commissioner” wherever it 
appears in the rules of practice to “Director” in a separate rule 
change. 


Discussion of Specific Rules and Response to Comments: 


The Office received forty-eight written comments (from Intellec- 
tual Property Organizations, Law Firms, Businesses, Patent Prac- 
titioners, and others) in response to the Notice of Proposed 
Rulemaking. The written comments have been analyzed. For 
contextual purposes, the comment on a specific rule and response 
to the comment are provided with the discussion of the specific 
rule. Comments in support of proposed rule changes generally 
have not been reported in the responses to comments sections. 


Two general comments were received that the Office should 
conduct a public hearing for every major rulemaking, and that in 
a proposed notice of rulemaking the Office should use markings to 
indicate the proposed changes in the rules. 


Response: The suggestions are not adopted. The Office determined 
that a public hearing was not warranted for this rulemaking. 
Further, while markings to indicate the proposed changes might be 
helpful, on balance, the additional delay in preparing the rulemak- 
ing with markings outweighed the helpfulness of providing the 
markings. 


Title 37 of the Code of Federal Regulations, Parts 1, 3, 5, and 10, 
are amended as follows: 


Part 1: 


Section 1.4: Section 1.4(b) is amended to refer to a patent or 
trademark application, patent file, trademark registration file, or 
other proceeding, rather than only an application file. Section 
1.4(b) is also amended to provide that the filing of duplicate copies 
of correspondence in a patent or trademark application, patent file, 
trademark registration file, or other proceeding should be avoided 
(except in situations in which the Office requires the filing of 
duplicate copies), and that the Office may dispose of duplicate 
copies of correspondence in a patent or trademark application, 
patent file, trademark registration file, or other proceeding. Finally, 
§§ 1.4(b) and 1.4(c) are also amended to change “should” to 
“must” because the Office needs separate copies of papers directed 
to two or more files, or of papers dealing with different subjects. 


The explicit ability under § 1.4 to dispose of duplicate correspon- 
dence papers will be effective retroactively to any present dupli- 
cate correspondence. 


Section 1.6: Section 1.6(d)(9) is amended to delete the reference to 
recorded answers under § 1.684(c), as § 1.684(c) has been 
removed and reserved. 
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Section 1.9: Sections !.9(c) through (f) relating to small entities 
are removed and reserved with that subject matter transferred to 
amended § 1.27(a). 


For additional changes to small entity requirements see §§ 1.27 
and 1.28. 


Section 1.9(i) is added to define “national security classified” as 
used in 37 CFR Chapter | as meaning “specifically authorized 
under criteria established by an Act of Congress or Executive order 
to be kept secret in the interest of national defense or foreign 
policy and, in fact, properly classified pursuant to such Act of 
Congress or Executive order.” 


Comment |: One comment requested that the definitions in § 1.9(f) 
pertaining to small entity status be moved to the small entity 
provisions found in 1.27 to provide a more cohesive policy 
statement, and to provide a consolidated location, which would be 
helpful to small entities. 


Response: The comment has been adopted. Other comments 
related to § 1.9(f) are treated in the context of § 1.27(a) to which 
the subject matter has been transferred. 


Comment 2: The remaining comments confirmed the Office’s 
analysis that the proposed changes would be beneficial. 


Section 1.12: Section 1.12(c)(1) is amended to change the refer- 
ence to the fee set forth in “ § 1.17(i)” to the fee set forth in “ §§ 
1.17(h).” This change is for consistency with the changes to 
1.17(h) and 1.17(i). See discussion of changes to §§ 1.17(h) and 
1.17(i). 


Section 1.14: Section 1.14 was proposed to be amended to 
eliminate the provisions making continuity data of an application 
identified in a patent available because such liberal public access 
to patent application information was inconsistent with patent 
applications being generally maintained in confidence. Since 
patent applications that are also filed abroad are subject to the 
eighteen-month publication provisions of the “American Inventors 
Protection Act of 1999” (Subtitle E - Domestic Publication of 
Patent Applications Published Abroad), any application that claims 
priority to a U.S. patent is likely to be published. Accordingly, 
continuity data for applications that rely upon the filing date of a 
U.S. patent should continue to be released and the provision for 
doing so is retained in § 1.14(b)(4) 


Section 1.14 has been reformatted and amended to make it easier 
to understand. 


Section 1.14(a) is amended to define “status information” and 
“access.” “Status information” is defined as information that the 
application is pending, abandoned, or patented, as well as the 
application’s numeric identifier. An application’s numeric identi- 
fier is (1) the eight digit application number, or (2) the six digit 
serial number and the filing date, or the date of entry into the 
national stage. “Access” is defined as providing the application file 
for review and copying of any material in the file. 


Section 1.14(b) is amended to state when status information may 
be supplied, retaining the reasons set forth in prior § 1.14(a)(1)(i). 
Section 1.14(b)(3) is simplified so as to indicate that status 
information will be given for international applications in which 
the United States is designated, even if that application has not yet 
entered the national stage. If, however, an international application 
has not yet been assigned a U.S. application number, no such 
application number can be provided by the Office. The material in 
former § 1.14(b) (timing of destruction) was proposed to be 
revised and was set forth as proposed § 1.14(f), but the material 
has been deleted instead. The timing of any destruction of patent 
files and papers is governed by 44 U.S.C. 33 and 36 CFR 12, 
which require that records be retained in accordance with the 
agency records schedules approved by the National Archives and 
Records Administration (NARA) or the General Records Schedule 
issued by NARA. The law also requires that the Office generate a 
list of records and the dispositions of those records, and the 
Comprehensive Records Schedule is such a list. According to this 
schedule, an abandoned national patent application filed before 
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June 8, 1995, will be destroyed after twenty years from the date of 
abandonment unless it is referenced in a U.S. patent. Furthermore, 
the schedule provides that national applications filed on or after 
June 8, 1995, will be destroyed twenty-three years after the date of 
abandonment unless referenced in a U.S. patent. In addition, the 
records schedule provides that International application (home and 
search copy) files are destroyed 20 years after their filing or 
deposit date. Since former § 1.14(b) could not change any records 
retention schedule, it was decided to delete former 1.14(b) 
(proposed as 1.14(f)) and to redesignate proposed §§ 1.14(g) 
through (k) as (f) through (j). For additional information about the 
Office’s Comprehensive Records Schedule or the Office’s records 
management program in general, the Office’s Records Officer 
should be contacted by telephone at (703) 308-7400, or by 
facsimile at (703) 308-7407. 


Section 1.14(c) is amended to state that a copy of an application- 
as-filed may be obtained, upon payment of the appropriate fee, 
when a U.S. patent incorporates the application by reference. 


Section 1.14(d) is amended to correspond to prior § 1.14(a)(3)(iii) 
with additional text from prior 1.14(e)(2). Section 1.14(d) is 
revised to state that an applicant, an attorney or agent of record, or 
an applicant’s assignee may authorize access to an application by 
filing a power to inspect. In addition, 1.14(d) provides that if an 
executed oath or declaration has not been filed, a registered 
attorney or agent named in the papers filed with the application 
may have access, or authorize another person to have access, to an 
application by filing a power to inspect. A registered practitioner 
named in a letterhead would not be sufficient, but rather a clear 
identification of the individual as being a representative would be 
required. The form for a power to inspect is PTO/SB/67. 


Section 1.14(e) is amended to correspond to prior § 1.14(a)(3) and 
States that any person may obtain access to an application by 
submitting a request for access if certain conditions apply. The 
form for a request for access to an abandoned application is 
PTO/SB/68. Access to international phase application files is 
governed by the provisions of the PCT and not by § 1.14. Section 
1.14(e)(1), as amended, corresponds to prior 1.14(a)(3)(ii). Section 
1.14(e)(2)(i) corresponds to prior § 1.14(a)(3)(iv)(A). Section 
1.14(e)(2)(ii), as revised, corresponds to prior 1.14(a)(3)(iv)(B). 
Section i.14(e) does not include the provisions of prior § 
1.14(a)(3)(iv)(C). This will now enable an abandoned application 
that claims benefit of the filing date of an application that is open 
to public inspection to be maintained in confidence unless the 
abandoned application is open to public inspection for some other 
reason. 


Sections 1.14(f), (g), (h), and (i) contain the material of prior §§ 
1.14(c), (d), (f), and (g), respectively. 


Section 1.14(j) is added to contain the material of prior § 1.14(e) 
and amendment is made to explain the requirements of a petition 
for access and include the provisions of former § 1.14(e)(1). 
Section 1.14(j) is also revised to indicate that the Office, either sua 
sponte or on petition, may provide access or copies of an 
application if necessary to carry out an Act of Congress or if 
warranted by other special circumstances. The Office may, for 
example, provide access to, or copies of, applications to another 
Federal Government agency, such as a law enforcement agency, 
whether the Office is acting on its own initiative or in response to 
a petition from the other agency when access is needed for a 
criminal investigation. 


Comment 3: Two comments urged the Office to continue to 
provide status information on applications that claim the benefit of 
the filing date of an application for which status information is 
available. The information was said to be very useful to the public 
and to provide some measure of certainty as to whether any 
continuing applications have been filed. 


Response: The comments are adopted. The Office will continue to 
release continuity data for all applications for which status 
information may be given. 


Comment 4: Several comments supported proposed § 1.14, but 
addressed proposed § 1.14(d)(4), arguing that the filing of a power 
of attorney, not an executed oath or declaration, should control 
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whether the registered attorney or agent named in the application 
papers under § 1.53 or the national stage documents under § 1.494 
or § 1.495 can sign a power to inspect. The comments noted that 
the power of attorney need not be filed with the oath or declaration, 
and that the attorney who filed the application should be able to 
sign a power to inspect until a power of attorney is filed wherein 
he is not named as an attorney. 


Response: The suggestion is not adopted. Once an executed oath 
or declaration is filed, the omission of a power of attorney may be 
intentional on the part of the applicant and the attorney who filed 
the application should not continue to be allowed to sign a power 
to inspect. Provision has been made for the attorney who filed the 
application to sign a power to inspect because an application 
without an executed oath or declaration would not otherwise have 
anyone entitled to inspect the application. Inventorship is not set 
until an executed oath or declaration is filed (see § 1.41(a)(1)). An 
attorney or agent is not of record until an executed oath or 
declaration and a power of attorney are filed (see § 1.34(b)). An 
assignee is not permitted to take action until an executed oath or 
declaration and an assignment are filed (see § 3.73(b)). Accord- 
ingly, without an executed oath or declaration, an executed power 
of attorney would be insufficient to make an attorney of record. 
Furthermore, once an executed oath or declaration is filed, any one 
of the named inventors may execute a power of attorney and it is 
no longer necessary to have the attorney or agent who filed the 
application be permitted to execute a power to inspect. 


Comment 5: Two comments suggested allowing public inspection 
of all applications relied upon for priority without a petition for 
access, and not just those that are abandoned. 


Response: Applications are normally maintained in confidence 
pursuant to 35 U.S.C. 122 and public access to any application 
relied upon for priority in a U.S. Patent is not appropriate. An 
application that issues as a patent may be a divisional application 
of a pending application and the prosecution of the parent 
application may have little, if any, subject matter in common with 
the patent. Accordingly, if a petition for access is filed, only that 
part of the prosecution history and application that relates to the 
subject matter claimed in the patent is released to petitioner. 


Comment _ 6: One comment suggested that the term “special 
circumstances” be defined in the rule. 


Response: The suggestion is not adopted. How the Office defines 
the term “special circumstances” as used in 35 U.S.C. 122 and § 
1.14(j) is addressed in the Manual of Patent Examining Procedure 
(MPEP)(February 2000) in § 103 under the subsection titled 
“Petition for Access,” and whether “special circumstances” are 
present depends upon the particular facts involved, which facts 
may be varied. 


Section 1.17: Sections 1.17(h) and 1.17(i) are amended to restate 
the introductory reference to the sections referring to §§ 1.17(h) 
and (i). Sections 1.17(h) and (i) are also amended to characterize 
the fee set forth in § 1.17(h) as a petition fee, and the fee set forth 
in § 1.17(i) as a processing fee. Section 1.17(h) is amended to list 
only those matters that require the exercise of judgment or 
discretion in determining whether the request/petition will be 
granted or denied (e.g., 1.47, 1.53, 1.182, 1.183, 1.313). Section 
1.17(i) is amended to list those matters that do not require the 
exercise of judgment or discretion, but which are routinely granted 
once the applicant has complied with the stated requirements (e.g., 
1.41, 1.48, 1.55). Thus, the Office is amending § 1.17(h) and § 
1.17(i) to locate matters requiring a petition in § 1.17(h), and those 
matters that do not require a petition, but only a processing fee, in 
§ 1.17(i). Section 1.17(i) is also amended to provide a processing 
fee for: (1) filing a nonprovisional application in a language other 
than English (§ 1.52(d)), previously in § 1.17(k); and (2) filing an 
oath or declaration pursuant to 35 U.S.C. 371(c)(4) naming an 
inventive entity different from the inventive entity set forth in the 
international stage (§ 1.497(d)). 


Section 1.17(k) provides a fee for filing a request for expedited 
examination under § 1.155(a). 
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Sections 1.17(1) and (m) are amended for clarity, to eliminate 
unassociated text, and to reflect fiscal year 2001 fee amounts. 


Section 1.17(p) is amended to include a reference to § 1.97(d) as 
well as to 1.97(c) in view of the amendment to § 1.97(d) 
referencing § 1.17(p) rather than § 1.17(i). The fee set forth in § 
1.17(p) is also changed from $240 to $180. 


Section 1.17(q) is amended for consistency with §§ 1.17(h) and 
1.17(i), as the matters listed therein apply to provisional applica- 
tions. 


Comment 7: Comments were received opposing the change to § 
1.17(p). 


Response: See the discussion thereof in § 1.97(d). 


Section 1.19: Section 1.19(a) is amended to clarify that the fees set 
forth in § 1.19(a)(1) do not apply to patents containing a color 
photograph or drawing, that the fee in § 1.19(a)(2) applies to plant 
patents in color, and that the fee in § 1.19(a)(3) applies to patents 
(other than plant patents) containing a color drawing. 


Former sections 1.19(b)(1) and (b)(2) are divided into three 
sections (§§ 1.19(b)(1), 1.19(b)(2), and 1.19(b)(3)), with the 
former provisions of §§ 1.19(b)(3) and 1.19(b)(4) being redesig- 
nated as §§ 1.19(b)(4) and 1.19(b)(5). Section 1.19(b)(1) refers to 
the application as filed. Section 1.19(b)(2) is limited to charges for 
the paper portion of the complete patent application file wrapper, 
namely: $200 for copies of the first 400 pages of a patent 
application file wrapper and contents and $40 for each additional 
one hundred pages, or fraction thereof. Section 1.19(b)(3) provides 
for a charge of $55 for a copy of a compact disc in a patent 
application file wrapper, and $15 for each additional compact disc 
when it is part of the same order. The submission of application 
information on compact disc is now provided for in §§ 1.52(e), 
1.96 and 1.821 et seq. 


Section 1.19(g) is removed and reserved. The practice of compar- 
ing and certifying documents not produced by the Office is being 
eliminated. The Office considers it appropriate to certify copies of 
documents only when the copy of the document has been prepared 
by the Office. 


Section 1.19(h) is also removed and reserved. The $25 fee under 
§ 1.19(h) for obtaining a corrected or duplicate filing receipt is no 
longer necessary as the Office is now performing that service 
without charge. Consequently, where there is an error in a filing 
receipt, applicants need no longer provide a showing that the error 
was due to Office mistake or pay a $25 fee for the corrected 
receipt. See Changes In Practice In Supplying Certified Copies 
And Filing Receipts, 1199 Off. Gaz. Pat. Office 38 (June 10, 1997). 


Comment 8: One comment stated that the proposed fee of $250 for 
copies of certified and uncertified patent-related file wrappers and 
contents of 400 or fewer pages was excessive, and that $100 for 
the first 400 pages would be more reasonable, if it costs 25 cents 
a page for copying. In addition, the comment stated that there 
should be no reason why a flat page charge cannot be used; that 
with the proposed rule, the number of pages would have to be 
counted to see whether the initial 400-page limit has been reached, 
and that it should not be a burden to determine the number of pages 
that have been copied. 


Response: The comment is adopted to the extent that the cost for 
the first 400 pages has been reduced to $200. Much of the cost per 
page for copying a given application depends upon the difficulty in 
obtaining the application, the time required putting the papers in 
condition for copying and returning those same papers to the file 
in their original condition, and the number of pages being fed 
instead of copied as a single sheet. A fee of $200 has been 
determined to be the appropriate price for locating, preparing, 
copying and mailing the average application. As to charging based 
upon the number of pages, this suggestion has been carefully 
considered but has not been adopted. In order to improve effi- 
ciency, the Office needs to have a procedure which will generally 
require the least communications between the requester and the 
Office. If a flat $200 fee is charged for file wrappers with fewer 
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than 400 pages, then most requesters of file wrappers can pay the 
set fee and receive their order without any additional communi- 
cation with the Office.When the file wrapper is larger than 400 
pages, then the Office either will have to receive a deposit account 
authorization for any fees due which can be debited or request the 
additional money from the requester. Since many requesters do not 
have deposit accounts and others will be reluctant to allow any 
charge to be made to their deposit account or credit card, having a 
system where the Office charges a set fee for most orders and 
possibly contacting the requester to obtain additional fees when 
the order is very large will assist requesters in minimizing the risk 
of unexpectedly large charges. 


Section 1.22: Section 1.22(b) is amended to change “should” to 
“must” because the Office needs fees to be submitted in such a 
manner that it is clear for which purpose the fees are paid. Section 
1.22(b) is also amended to provide that the Office may return fees 
that are not itemized as required by § 1.22(b), and that the 
provisions of § 1.5(a) do not apply to the resubmission of fees 
returned pursuant to § 1.22. 


Section 1.22 was proposed to be amended to add §§ 1.22(c)(1) and 
(2) to define by rule when a fee had been paid, such as when 
payment is made by authorization to charge a deposit account, or 
by submission of a check. An effect of the rule change would have 
been to change the treatment for refund purposes of payments 
made by authorization to charge a deposit account. The proposed 
amendment will not be made as amendment is unnecessary in view 
of payment receipt dates already being governed by other rules 
(e.g., §§ 1.6, 1.8 and 1.10). Notwithstanding the lack of amend- 
ment to § 1.22, the Office is changing in one aspect its treatment 
of authorizations to charge deposit accounts for refund purposes, 
which aspect is not explicitly governed by other rules. The Office 
will no longer treat authorizations to charge a deposit account as 
being received by the Office as of the date that the deposit account 
is actually debited for purposes of refund payments under |.26 and 
1.28. As of the effective date of this final rule, payment by 
authorization to charge a deposit account will be treated for refund 
purposes the same as payments by other means (e.g., check or 
credit card charge authorization), with each being treated as paid 
(for refund purposes) on the date of receipt in the Office as defined 
by § 1.6 (Example 1). The advantage of using a certificate of 
mailing under § 1.8 for timely reply to an Office action, while 
using the date of receipt by the Office (§ 1.6) of the payment for 
refund purposes, will be retained (Example 2). The MPEP will be 
revised to contain the substance of the formerly proposed amend- 
ment to § 1.22(c). 


Example |: Payment of a large entity basic filing fee by authori- 
zation to charge a deposit account is hand-carried to the Office on 
October 2, 2000. The deposit account is debited by the Office on 
February 2, 2001. A request for refund of a portion of the filing fee, 
based on a request for small entity status, is hand-carried to the 
Office on March 30, 2001. Under prior practice, the request for 
refund would be granted as timely submitted within two months of 
debiting of the deposit account. Under the new practice, the 
request for refund would be denied as untimely made. Applicant 
would, however, under the amended rule, have three months 
(rather than two) from the October 2, 2000 payment date to submit 
the refund request. 


Example 2: A Notice to File Missing Parts of Application was 
mailed on November 10, 2000, requiring a large entity basic filing 
fee with the standard period for reply of two months. A check for 
payment of the large entity basic filing fee is mailed with a 1.8 
certificate of mailing date of January 10, 2001, and is actually 
received in the Office on January 15, 2001. Under prior and current 
practice, the January 10, 2001 reply to the November 10, 2000 
Notice to File Missing Parts of Application, which was received in 
the Office on January 15, 2001, is a timely reply without the need 
for an extension of time under § 1.136(a), and the (new) three- 
month period for submission of a request for refund based on small 
entity status under amended § 1.28(a) would expire on April 16, 
2001 (April 15, 2001 being a Sunday). For a fee payment made by 
authorization to charge a deposit account, the payment is also 
timely and results in the same expiration for the refund period. For 
express mail fee payments under § 1.10, the express mail date is 
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the receipt date for the payment and calculating the three month 
refund period and not the actual date of receipt of the payment in 
the Office. 


provided in the MPEP as to what would constitute a sufficiently 
clear statement of the purpose for which fees are being paid under 
§ 1.22(b). In particular, the example was raised as to whether a 
statement that “filing fees were being paid” would be sufficient if 
the fees being paid included both a basic filing fee and an 
additional independent claim fee. 


Response: The comment is adopted. The MPEP will be revised to 
provide examples that will clarify what constitutes a sufficiently 
clear statement. The intent of the amendment is to encourage a 
better explanation by applicants so that Office employees can 
properly account for the payments being made by applicants and 
not to find ways to hold a statement deficient. Specifically, the 
reference to filing fees would be sufficient to cover filing fees of all 
different types of applications and all types of claims fees. 


the addition was confusing, particularly in regard to §§ 1.8 and 
1.10 payments, and the addition was not necessary to support the 
proposed amendment to § 1.26(b) for a two-year period for refunds 
from a date certain. 


Response: The comment is adopted and the proposed addition of 
§ 1.22(c) will not be made. The amendment is not in fact necessary 
to define when a fee has been paid, in view of the change in 
practice regarding treatment of deposit account practices, supra, §§ 
1.8, or § 1.10, and the actual date of receipt (in the absence of §§ 
1.8 or 1.10 being utilized). The MPEP will be modified to better 
clarify date of payments, particularly as refund time periods are 
impacted. 


Section 1.25: Section 1.25(b) is amended to provide that an 
authorization to charge fees under § 1.16 (which relates to national 
application filing fees) in an application filed under 35 U.S.C. 371 
will be treated as an authorization to charge fees under § 1.492 
(which relates to national stage fees). There are many instances in 
which papers filed for the purpose of entering the national stage 
under 35 U.S.C. 371 and § 1.494 or § 1.495 include an authori- 
zation to charge fees under § 1.16 (rather than fees under 1.492) 
which relates to national applications under 35 U.S.C. 111. In such 
instances, the Office treats the authorization as an authorization to 
charge fees under § 1.492 since: (1) timely payment of the 
appropriate national fee under § 1.492 is necessary to avoid 
abandonment of the application as to the United States; and (2) the 
basic filing fee under § 1.16 is not applicable to such papers or 
applications. Therefore, the Office is changing § 1.25(b) to place 
persons filing papers to enter the national stage under 35 U.S.C. 
371 and § 1.494 or § 1.495 on notice as to how an authorization to 
charge fees under § 1.16 will be treated. 


Section 1.25(b) is also amended to provide that an authorization to 
charge fees set forth in § 1.18 to a deposit account is subject to the 
provisions of § 1.311(b), and to bring together the two sentences 
relating to sufficient funds. 


Comment 11: See comment for § 1.311. 


Section 1.26: The Office is amending the rules of practice to 
provide that all requests for refund must be filed within specified 
time periods. The rules of practice do not (other than in the 
situation in which a request for refund is based upon subsequent 
entitlement to small entity status) set any time period (other than 
“a reasonable time”) within which a request for refund must be 
filed. In the absence of such a time period, Office fee record 
keeping systems and business planning must account for the 
possibility that a request for refund may be filed at any time, 
including many years after payment of the fee at issue. 


The new two year limit for requesting refunds under § 1.26 will be 
applied to any fee paid regardless of when it was paid. The two 
year time period for requesting a refund will end two years and 
sixty days from the date of publication in the Federal Register for 
fees paid prior to sixty days from the date of publication in the 
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Federal Register, or two years from payment of the fee for fees 
paid on or after sixty days from the date of publication in the 
Federal Register. 


It is a severe burden on the. Office to treat a request for refund filed 
years after payment of the fee at issue. Since Office fee record 
keeping systems change over time, the Office must check any 
system on which fees for the application, patent, or trademark 
registration have been posted to determine what fees were in fact 
paid. In addition, changes in fee amounts, which usually occur on 
October | of each year, make it difficult to determine with certainty 
whether a fee paid years ago was the correct fee at the time and 
under the condition it was paid. 


Accounting for the possibility that a request for refund may be 
filed years after payment of the fee at issue causes business 
planning problems. Without any set time period within which a 
request for refund must be filed, the Office must maintain fee 
records, in any automated fee record keeping system ever used by 
the Office, in perpetuity. Finally, as the Office can never be 
absolutely certain that a submitted fee was not paid by mistake or 
in excess of that required, the absence of such a time period 
subjects the Office to unending and uncertain financial obligations. 


Accordingly, the Office is amending § 1.26 to provide non- 
extendable time periods within which any request for refund must 
be filed to be timely. 


Section 1.26(a) is amended by dividing its first sentence into two 
sentences. Section 1.26(a) is further amended for consistency with 
35 U.S.C. 42(d) (the Office “may refund any fee paid by mistake 
or any amount paid in excess of that required”). Under 35 U.S.C. 
42(d), the Office may refund: (1) a fee paid when no fee is required 
(a fee paid by mistake); or (2) any fee paid in excess of the amount 
of fee that is required. See Ex parte Grady, 59 USPQ 276, 277 


(Comm’r Pat. 1943) (the statutory authorization for the refund of 
fees under the “by mistake” clause is applicable only to a mistake 
relating to the fee payment). In the situation in which an applicant 
or patentee takes an action “by mistake” (e.g., files an application 
or maintains a patent in force “by mistake”), the submission of fees 
required to take that action (e.g., a filing fee submitted with such 
application or a maintenance fee submitted for such patent) is not 
a “fee paid by mistake” within the meaning of 35 U.S.C. 42(d). 
Section 1.26(a) is also amended to revise the “change of purpose” 
provisions to read “[a]change of purpose after the payment of a 
fee, as when a party desires to withdraw a patent or trademark 
filing for which the fee was paid, including an application, an 
appeal, or a request for an oral hearing, will not entitle a party to 
a refund of such fee.” 


Section 1.26(a) is also amended to change the sentence “[a}mounts 
of twenty-five dollars or less will not be returned unless specifi- 
cally requested within a reasonable time, nor will the payor be 
notified of such amount; amounts over twenty-five dollars may be 
returned by check or, if requested, by credit to a deposit account” 
to “[t]he Office will not refund amounts of twenty-five dollars or 
less unless a refund is specifically requested, and will not notify 
the payor of such amounts.” Except as discussed below, the Office 
intends to continue to review submitted fees to determine that they 
have not been paid by mistake or in excess of that required, and to 
sua sponte refund fees (of amounts over twenty-five dollars) 
determined to have been paid by mistake or in excess of that 
required. Section 1.26(a), however, is amended to eliminate 
language that appears to obligate the Office to sua sponte refund 
fees to be consistent with the provisions of § 1.26(b) which 
requires that any request for refund be filed within a specified time 
period. 


Section 1.26(a) is also amended to facilitate refunds by electronic 
funds transfer. Section 31001(x) of the Omnibus Consolidated 
Rescissions and Appropriations Act of 1996,Pub. L. 104-134, 110 
Stat. 1321 (1996) (the Debt Collection Improvement Act of 1996), 
amended 31 U.S.C. 3332 to require that all disbursements by 
Federal agencies (subject to certain exceptions and waivers) be 
made by electronic funds transfer. The Department of the Treasury 
has implemented this legislation at 31 CFR Part 208. See Man- 
agement of Federal Agency Disbursements, Final Rule Notice, 63 
FR 51489 (September 25, 1998).Thus, § 1.26(a) is amended to 
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enable the Office to: obtain the banking information necessary for 
making refunds by eiectronic funds transfer in accordance with 31 
U.S.C. 3332 and 31 CFR Part 208, or obtain the deposit account 
information to make the refund to the deposit account, or to have 
the option of refunding by treasury check. 


Specifically, § 1.26(a) is also amended such that if a party paying 
a fee or requesting a refund does not instruct that refunds be 
credited to a deposit account, the Office will attempt to make the 
refund by electronic funds transfer. If such party does not provide 
the banking information necessary for making refunds by elec- 
tronic funds transfer, or instruct the Office that refunds are to be 
credited to a deposit account, the Commissioner may either require 
such banking information or use the banking information on the 
payment instrument to make a refund. This provision wil! autho- 
rize the Office to: (1) use the banking information on the payment 
instrument (e.g., a personal check is submitted to pay the fee) 
when making a refund due to an excess payment; or (2) require 
such banking information including the existence of a deposit 
account in other situations (e.g., a refund is requested or a money 
order or certified bank check is submitted containing an excess 
payment). The purpose of this change to § 1.26(a) is to encourage 
parties to submit the banking information necessary for making 
refunds by electronic funds transfer (if not on the payment 
instrument) up-front, and not to add a step (requiring such banking 
information) to the refund process. If it is not cost-effective to 
require the banking information necessary for making refunds by 
electronic funds transfer, the Office may either: obtain the deposit 
account information, or simply issue any refund by treasury check. 
See 31 CFR 208.4(f). 


Section § 1.26(a) also provides that any refund of a fee paid by 
credit card will be by a credit to the credit card account to which 
the fee was charged. The Office will not refund a fee paid by credit 
card by Treasury check, electronic funds transfer, or credit to a 
deposit account (§ 1.25). 


Section 1.26(b) provides that any request for refund must be filed 
within two years from the date the fee was paid, except as 
otherwise provided in § 1.26(b) or in § 1.28(a). 


Section 1.26(b) also provides that if the Office charges a deposit 
account by an amount other than an amount specifically indicated 
in an authorization (§ 1.25(b)), any request for refund based upon 
such charge must be filed within two years from the date of the 
deposit account statement indicating such charge, and that such 
request must be accompanied by a copy of that deposit account 
statement. This provision of § 1.26(b) will apply, for example, in 
the following types of situations: (1) a deposit account is charged 
for an extension of time as a result of there being a prior general 
authorization in the application (§ 1.136(a)(3)); or (2) a deposit 
account is charged for the outstanding balance of a fee as a result 
of an insufficient fee being submitted with an authorization to 
charge the deposit account for any additional fees that are due. In 
these situations, the party providing the authorization is not in a 
position to know the exact amount by which the deposit account 
will be charged until the date of the deposit account statement 
indicating the amount of the charge. 


Finally, § 1.26(b) provides that the time periods set forth in § 
1.26(b) are not extendable. 


Section 1.27: The Office is simplifying applicant’s request for 
small entity status under § 1.27. The currently used small entity 
statement forms are eliminated as they are no longer needed. Some 
material in § 1.9 and 1.28 is reorganized into § 1.27. 


The new standard for asserting a claim for small entity status under 
§ 1.27 will be effective on the date of publication in the Federal 
Register. 


Small entity status is established at any time by a simple assertion 
of entitlement to small entity status. The previously required 
statements, which include a formalistic reference to § 1.9, are no 
longer required. Payment of an exact small entity basic filing ( 
1.16(a), (f), (g), (h), or (k)) or national stage ( 1.492(a)(1), (a)(2), 
(a)(3), (a)(4), or (a)(5)) fee is also considered an assertion of small 
entity status. This is so even if the wrong exact basic filing or 
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national fee was selected. To establish small entity status after 
payment of the basic filing or national stage fee as a non-small 
entity, a written assertion of small entity status is required to be 
submitted. 


The parties who can assert small entity status have been expanded/ 
liberalized to include one of several inventors (rather than all the 
inventors), a partial assignee (rather than all the assignees), or any 
attorney or agent identified in § 1.33. Written assertion of small 
entity status and the filing of a written assertion are not necessarily 
performed by the same party. Compare § 1.27(c)(2)(ii) with § 
1.27(c)(2)(iii). 


Other clarifying changes are made including a transfer of material 
into § 1.27 from § 1.9 drawn towards definitions of a small entity 
and from 1.28 drawn towards:(1) assertions in related, continuing 
and reissue applications; (2) notification of loss of entitlement to 
small entity status; and (3) fraud on the Office in regard to 
establishing small entity status or paying small entity fees. 


While there is no change in the current requirement to make an 
investigation in order to determine entitlement to small entity 
status, a recitation is added noting the need for a determination of 
entitlement prior to an assertion of status; the Office is only 
changing the ease with which small entity status could be claimed 
once it has been determined that a claim to such status is 
appropriate. 


For additional changes to small entity requirements see § 1.28. 


Problem and Background: Section |.27 formerly required that a 
request for small entity status be accompanied by submission of an 
appropriate statement that the party seeking small entity status 
qualified in accordance with former § 1.9. Either a reference to 
former § 1.9 or a specific statement relating to the former 
provisions of § 1.9 was mandatory. For a small business concern, 
the small business concern had to either state that exclusive rights 
remain with the small business concern, or if not, had to identify 
the party to which some rights had been transferred so that the 
party to which rights have been transferred could submit its own 
small entity statement (former § 1.27(c)(1)(iii)).This led to the 
submission of multiple small entity statements for each request for 
small entity status where rights in the invention were split. In part, 
to ensure that at least the reference to § 1.9 was complied with, the 
Office produced four types of small entity statement forms (for 
inventors, small business concerns, non-profit organizations, and 
non-inventor supporting a claim by another) that included the 
required reference to § 1.9 and specific statements as to exclusive 
rights in the invention. Where an application had not been assigned 
and there were multiple inventors, each inventor had to actually 
sign a small entity statement, the execution of which must have all 
been coordinated and submitted concurrently. Similarly, coordina- 
tion of execution and submission of statements were needed where 
there was more than one assignee. Additionally, the statement 
forms relating to small business concerns and non-profit organi- 
zations had to be signed by an appropriate official empowered to 
act on behalf of the small business concern or non-profit organi- 
zations. Refunds of non-small entity fees could only be obtained if 
a refund was specifically requested within two months of the 
payment of the full (non-small entity) fee and was supported by all 
required smali entity statements. See former § 1.28(a)(1). The 
former two-month refund window under § 1.28 was not extend- 
able. 


The rigid requirements of §§ 1.27 and 1.28 led to a substantial 
number of problems. Applicants, particularly pro se applicants, did 
not always recognize that a particular reference to former § 1.9 
was required in their request to establish small entity status. They 
believed that all they had to do was pay the small entity fee and 
state that they were a small entity. Further, the time required to 
ascertain who were the appropriate officials to sign the statement 
and to have the statements (referring to former § 1.9) signed and 
collected (where more than one was necessary), resulted, in many 
instances, in small entities having to pay the higher non-small 
entity fees and then seek a refund. These situations resulted in: (1) 
small entity applicants also having to pay additional fees (e.g., 
surcharges and extension(s) of time fees for the delayed submis- 
sion of the small entity statement form); (2) additional correspon- 
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dence with the Office to perfect a claim for small entity status; and 
(3) the filing of petitions with petition fees to revive abandoned 
applications. This increased the pendency of the prosecution of the 
application in the Office and, in some cases, resulted in the loss of 
patent term. For example, under former procedures, if a pro se 
applicant filed a new application with small entity fees but without 
a small entity statement, the Office mailed a notice to the pro se 
applicant requiring the full basic filing fee of a non-small entity. 
Even if the applicant timely filed a small entity statement, the 
applicant needed to timely pay the small entity surcharge for the 
delayed submission of the small entity statement to avoid aban- 
donment of the application. A second example was a non-profit 
organization paying the basic filing fee as a non-small entity 
because of difficulty in obtaining the non-profit small entity 
statement form signed by an appropriate official. In this situation, 
a refund pursuant to § 1.26, based on establishing status as a small 
entity, could only be obtained if a statement under § 1.27 and the 
request for a refund of the excess amount were filed within the 
non-extendable two-month period from the date of the timely 
payment of the full fee. A third example was an application filed 
without the basic filing fee on behalf of a small business concern 
by a practitioner who included the standard authorization to pay 
additional fees. The Office would have immediately charged the 
non-small entity basic filing fee without specific notification 
thereof at the time of the charge. By the time the deposit account 
statement was received and reviewed, the two-month period for 
refund could have expired. 


Accordingly, a simpler procedure to establish small entity status 
will reduce processing time within the Office and will be a 
tremendous benefit to small entity applicants as it will eliminate 
the time-consuming and aggravating processing requirements that 
were mandated by the former rules. Thus, the instant simplification 
will help small entity applicants to receive patents sooner with 
fewer expenditures in fees and resources and the Office can issue 
the patent with fewer resources. 


Assertion as to entitlement to small entity status; assertion by 
writing: The Office will now allow small entity status to be 
established by the submission of a simple written assertion of 
entitlement to small entity status. The former formal requirements 
of § 1.27, which included a reference to either former § 1.9, or to 
the exclusive rights in the invention, are eliminated. 


The written assertion is not required to be presented in any 
particular form. Written assertions of small entity status or 
references to small entity fees will be liberally interpreted to 
represent the required assertion. The written assertion can be made 
in any paper filed in or with the application and need be no more 
than a simple sentence or a box checked on an application 
transmittal letter or reply cover sheet. It is the intent of the Office 
to modify its application transmittal forms to provide for such a 
check box.Accordingly, small entity status can be established 
without submission of any of the former small entity statement 
forms (PTO/SB/09-12) that embody and comply with the former 
requirements of § 1.27 and which were previously used to 
establish small entity status. Practitioners may, of course, continue 
to use such forms or similar forms if they believe small entity 
forms serve an educational purpose for their clients. 


Assertion by Payment of Small Entity Basic Filing or Basic 
National Fee: The payment of an exact small entity basic filing 
($§ 1.16(a), (f), (g), (h), or (k)) or basic national fee (§§ 
1.492(a)(1), (a)(2), (a)(3), (a)(4), or (a)(5)) is also considered to be 
a sufficient assertion of entitlement to small entity status. An 
applicant filing a patent application and paying an exact small 
entity basic filing or basic national fee automatically establishes 
small entity status for the application even without any further 
written assertion of small entity status. This is so even if an 
applicant inadvertently selects the wrong type of small entity basic 
filing or basic national fee for the application being filed. If small 
entity status was not established when the basic filing or basic 
national fee was paid, such as by payment of a large entity basic 
filing or basic national fee, a later claim to small entity status 
requires an (actual) written assertion. Payment of a small entity fee 
other than a small entity basic filing or basic national fee (e.g., 
extension of time, or issue fee) without inclusion of a written 
assertion is not sufficient. 
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Even though applicants can assert small entity status only by 
payment of an exact small entity basic filing or basic national fee, 
the Office encourages applicants to also file a written assertion of 
small entity status as well as pay the exact amount of the small 
entity basic filing or basic national fee. To that end, the Office 
intends to amend the application transmittal forms (PTO/SB/05, 
PTO/SB/18, PTO/SB/19) to include a check box that can be used 
as a written assertion of small entity status. A written assertion will 
provide smail entity status should applicant fail to pay the exact 
small entity basic filing or basic national fee. The limited provision 
providing for small entity status by payment of an exact small 
entity basic filing or basic national fee is only intended to act as a 
safety net to avoid possible financial loss to inventors or small 
businesses that qualify for small entity status. As noted in the 
discussion relating to § 1.33(a), one may not wish to solely rely 
upon use of a written assertion and pay the exact amount of the 
basic filing or basic national fee, particularly for assignees and 
submissions by one of the inventors, after an executed oath or 
declaration under § 1.63 has been submitted. 


Caution: Even though small entity status is accorded where the 
wrong type of small entity basic filing fee or basic national fee is 
selected but the exact amount of the fee is paid, applicant still 
needs to pay the correct small entity amount for the basic filing or 
basic national fee where selection of the wrong type of fee results 
in a deficiency. While an accompanying general authorization to 
charge any additional fees suffices to pay the balance due of the 
proper small entity basic filing or basic national fee, specific 
authorizations to charge fees under § 1.17 or extension of time fees 
do not suffice to pay any balance due of the proper small entity 
basic filing or basic national fee because they do not actually 
authorize payment of small entity amounts. 


Examples: Applications under 35 U.S.C. 111(a): If an applicant 
were to file a utility application under 35 U.S.C. 111(a), yet only 
pay the exact small entity amount for a design application 
(currently the small entity filing fees for utility and design 
applications are $345 and $155, respectively), small entity status 
for the utility application would be accorded. See the following 
examples: 


(1) Where the utility application under 35 U.S.C. 111(a) was filed 
inadvertently with the exact small entity basic filing fee for a 
design application rather than for a utility application and an 
authorization to charge the filing fee was not present, the Office 
would accord small entity status and mail a Notice to File Missing 
Parts of Application, requiring the $190 difference between the 
small entity utility application filing fee owed and the small entity 
design application filing fee actually paid plus a small entity 
surcharge (of $65) for the late submission of the correct filing fee. 


(2) Where the utility application under 35 U.S.C. 111(a) was filed 
without any filing fee but the $155 exact small entity filing fee for 
a design application was inadvertently paid in reply to a Notice to 
File Missing Parts of Application, small entity status would be 
established even though the correct small entity filing fee for a 
utility application was not fully paid. While the Office would 
notify applicant of the remaining amount due, including the need 
for a small entity surcharge in view of the deficiency in the filing 
fee, the period for reply to pay the correct small entity utility basic 
filing fee and surcharge would, however, continue to run. Small 
entity extensions of time under § 1.136(a) would be needed for the 
later submission of the $190 difference between the $345 small 
entity utility basic filing fee owed and the $155 small entity design 
filing fee inadvertently paid as well as the small entity surcharge. 
If there was an authorization to charge a deposit account in the 
reply to the Notice, the $190 difference would have been charged 
along with the small entity $65 surcharge and the period for reply 
to the Notice to File Missing Parts of Application would not 
continue to run. 


Applications entering the national stage under 35 U.S.C. 371: 
Section 1.492(a) sets forth five (5) different basic national fee 
amounts which apply to different situations. If an applicant pays a 
basic national fee which is the exact small entity amount for one 
of the fees set forth in § 1.492(a), but not the particular fee which 
applies to that application, the applicant will be considered to have 
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made an assertion of small entity status. This is true whether the 
fee paid is higher or lower than the actual fee required. See the 
following examples. 


(1) An applicant pays $485 (the small entity amount due under § 
1.492(a)(3), where the United States was neither the International 
Searching Authority (ISA) nor the International Preliminary Ex- 
amining Authority (IPEA) and the search report was not prepared 
by the European Patent Office (EPO) or Japanese Patent Office 
(JPO)) when in fact the required small entity fee is $420 under § 
1.492(a)(5), because the JPO or EPO prepared the search report. 
The applicant will be considered to have made the assertion of 
small entity status. The office will apply $420 to the payment of 
the basic national stage fee and refund the overpayment of $65. 


(2) An applicant pays $420 (the small entity fee due under § 
1.492(a)(5) where the search report was prepared by the EPO or 
JPO). In fact, the search report was prepared by the Australian 
Patent Office and no preliminary examination fee was paid to the 
United States Patent and Trademark Office. Thus, the required 
small entity fee is $485 under § 1.492(a)(3). The applicant will be 
considered to have made the assertion of small entity status. If the 
applicant has authorized payment of fee deficiencies to a deposit 
account, the Office will charge the $65 to the deposit account and 
apply it and the $420 to the basic national fee. If there is no 
authorization or there are insufficient funds in the deposit account, 
the basic national fee payment is insufficient and the balance is 
due. If the balance is not provided before 20 or 30 months from the 
priority date has expired, the application will be abandoned. 


If payment is attempted of the proper type of basic filing or basic 
national fee (applicant correctly identifies the type of fee for the 
type of application being filed), but the amount of the fee paid is 
not the exact small entity fee required (an incorrect fee amount is 
supplied) and a written assertion of small entity status is not 
present, small entity status will not be accorded. The Office will 
mail a notice of insufficient basic filing or basic national fee with 
a surcharge due as in prior practice if an authorization to charge the 
basic filing or basic national fee is not present. The Office does not 
consider a basic filing or basic national fee submitted in an amount 
above the correct fee amount, but below the non-small entity fee 
amount, as a request to establish small entity status unless an 
additional written assertion is also present. The submission of a 
basic filing or basic national fee below the correct fee amount also 
does not serve to establish small entity status. 


Where an application is originally filed by a party, who is in fact 
a small entity, with an authorization to charge fees (including basic 
filing or national fees) and there is no indication (assertion) of 
entitlement to small entity status present, that authorization is not 
sufficient to establish small entity status unless the authorization is 
specifically directed to small entity basic filing or basic national 
fees. The general authorization to charge fees will continue to be 
acted upon immediately and the full (not small entity) basic filing 
or basic national fees will be charged. Applicant will have three 
months to request a refund by asserting entitlement to small entity 
status. This is so even if the application is a continuing application 
where small entity status had been established in the prior 
application. 


Parties who can assert entitlement to small entity status by 
writing: The parties who can assert entitlement to small entity 
status by writing includes all parties permitted by § 1.33(b) to file 
a paper in an application. This eliminates the additional require- 
ment of obtaining the signature of an appropriate party other than 
the party prosecuting the application. By way of example, in the 
case of three pro se inventors for a particular application, the three 
inventors upon filing the application can submit a written assertion 
of entitlement to small entity status and thereby establish small 
entity status for the application. For small business concerns and 
non-profit organizations, the practitioner can supply the assertion 
rather than require an appropriate official of the small business 
concern or organization to execute a small entity statement form. 
In addition, a written assertion of entitlement to small entity status 
can be made by one of several inventors or a partial assignee. 
Former practice did not require an assignee asserting small entity 
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status to submit a § 3.73(b) certification, and such certification is 
not now required under the current revision either for partial 
assignees or for an assignee of the entire right, title, and interest. 


Inventors asserting small entity status: Any inventor (of record) 
is permitted to submit a written assertion of small entity status, 
including individuals identified as inventors but who are not 
officially named of record as an executed § 1.63 oath/declaration 
has not yet been submitted. See § 1.41(a)(1). Where an application 
is filed without an executed oath/declaration pursuant to § 1.53(f), 
the Office will accept the written assertion of an individual who 
has merely been identified as an inventor on filing of the 
application (e.g., application transmittal letter) as opposed to 
having to be named as an inventor by the filing of an executed § 
1.63 oath or declaration (§§ 1.41(a)(1)). Sections 1.4(d)(2) and 
10.18(b) are seen as sufficient basis to permit any individual to 
provide a written assertion so long as the individual identifies 
himself or herself as an inventor. An actual inventor who has not 
been identified as an inventor (e.g., by way of application 
transmittal letter) or named as an inventor (i.e., executed § 1.63 
oath or declaration) in the file record may not file a written 
assertion as to small entity entitlement. 


Where a § 1.63 oath or declaration is later filed, any original 
written assertion as to small entity status (which has been 
submitted to the Office by an appropriate party under § 1.33(b)) 
will remain unless changed by an appropriate party under § 
1.27(f)(2). Where a later-filed§ 1.63 oath or declaration sets forth 
an inventive entity that does not include the person who initially 
was identified as an inventor and who asserted small entity status, 
small entity status will also remain. 


A distinction exists, however, as to who can file a written assertion 
of entitlement to small entity status once the written assertion is 
signed. Sections 1.27(c)(2)(ii) and 1.33(b) permit one of several 
inventors to file as well as sign a written assertion. The same is not 
true for a partial assignee. Section 1.27(c)(2)(iii). While a partial 
assignee may sign a written assertion, the written assertion must be 
filed by an appropriate party under § 1.33(b). 


Parties who can assert entitlement to small entity status by 
payment of basic filing or national fee: Where small entity status 
is sought by way of payment of the basic filing or basic national 
fee, any party, such as a partial assignee, may submit payment, 
such as by check, and small entity status will be accorded. 


Policy Considerations: Office policy and procedures already 
permit establishment of small entity status in certain applications 
through simplified procedures. For example, small entity status 
previously could be established in a continuing or reissue appli- 
cation simply by payment of the small entity basic filing fee if the 
prior application/patent had small entity status. See former § 
1.28(a)(2). The instant concept of payment of the small entity basic 
statutory filing fee to establish small entity status in a new 
application is merely a logical extension of that practice. 


There may be some concern that elimination of the small entity 
statement forms will result in applicants who are not actually 
entitled to small entity status requesting such status. On balance, it 
seems that the requirements produce more errors where small 
entity applicants who are entitled to such status run afoul of 
procedural hurdles created by the former requirements of § 1.27 
than the requirements prevent status claims for those who are not 
in fact entitled to such status. 


Continued Obligations for Thorough Investigation of Small 
Entity Status: Applicants should not confuse the fact that the 
Office is making it easier to assert small entity status with the need 
to do a complete and thorough investigation before an assertion is 
made that they do, in fact, qualify for small entity status. It should 
be clearly understood that, even though it is much easier to 
assert and thereby establish small entity status, applicants will 
continue to need to make a full and complete investigation of 
all facts and circumstances before making a determination of 
actual entitlement to small entity status. Where entitlement to 
small entity status is uncertain, it should not be claimed. See 
MPEP 509.03. The assertion of small entity status (even by mere 
payment of the exact small entity basic filing fee) is not appropri- 
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ate until such an investigation has been completed. Thus, in the 
previous example of the three pro se inventors, before one of the 
inventors pays the small entity basic filing or basic national fee to 
establish small entity status, the single inventor asserting entitle- 
ment to simall entity status needs to check with the other two 
inventors to determine whether small entity status is appropriate. 


If small entity status is desired on the basis that the entity is a small 
business concern, the investigation should include a review of 
whether the business is a small business concern as defined by 
section 3 of the Small Business Act (Public Law 85-536 as 
amended by Public Law 106-50). Review of whether the business 
is a “concern” as the term is used in the regulations promulgated 
by the Small Business Administration at 13 CFR 121 is also 
appropriate. Applicants should recognize that more is involved 
than merely determining that the number of employees of the 
business does not exceed a numerical cap. While 13 CFR 121.802 
specifically addresses the size standards for paying reduced patent 
fees, it is emphasized that the provisions of general applicability 
set forth in 13 CFR 121 also apply. Thus, the definition of 
“business concern” set forth in 13 CFR 121.105, the provisions 
regarding what is an affiliation as set forth in 13 CFR 121.103, and 
the provisions on the manner in which the number of employees 
should be calculated as set forth in 13 CFR 121.106 are all read 
into 13 CFR 121.802. Additionally, if the business has assigned, 
granted, conveyed or licensed (or is under an obligation to do so) 
any rights in the invention to others directly or indirectly, the same 
review for each other entity would also be appropriate. 


Furthermore, once status as a small entity has been established in 
an application, a new determination of entitlement to small entity 
status is needed when the issue fee is due and when any 
maintenance fee is due. It should be appreciated that the costs 
incurred in appropriately conducting the initial and subsequent 
investigations may outweigh the benefit of claiming small entity 
status. For some applicants it may be desirable to file as a large 
entity (by not filing a small entity statement and by submitting 
large entity fees) rather than undertaking the appropriate investi- 
gations which may be both difficult and time-consuming. 


The intent of § 1.27 is that the person making the assertion of 
entitlement to small entity status is the person in a position to 
know the facts about whether or not status as a small entity can be 
properly established. That person, thus, has a duty to investigate 
the circumstances surrounding entitlement to small entity status to 
the fullest extent.Therefore, while the Office is interested in 
making it easier to claim small entity status, it is important to note 
that small entity status must not be claimed unless the person or 
persons can unequivocally make the required self-certification. 
Sections 1.27(h)(1) and (2) recite former provisions in §§ 
1.28(d)(1) and (2) relating to fraud practiced on the Office. 


Consistent with § 1.4(d)(2), the payment of a small entity basic 
filing or national fee constitutes a certification under 10.18(b). 
Thus, a simple payment of the small entity basic filing or basic 
national fee, without a specific written assertion, activates the 
provisions of § 1.4(d)(2) and, by that, invokes the self-certification 
requirement set forth in § 10.18(b), regardless of whether the party 
is a practitioner or non-practitioner. 


Clarification of Need for Investigation: Section 1.27(f) is clari- 
fied by explicitly providing that a determination “should” be made 
of entitlement to small entity status according to the requirement 
set forth in § 1.27(a) prior to asserting small entity status. The need 
for such a determination of entitlement to small entity status prior 
to assertion of small entity status is set forth in terms of that there 
“should” be such a determination, rather than that there “must” be 
such a determination. In view of the ease with which small entity 
status will now be obtainable, it is deemed advisable to provide an 
explicit direction that a determination of entitlement to small entity 
status, pursuant to § 1.27(a), should be made before its assertion. 
Consideration was given to making the need for a determination a 
requirement rather than advisory; however, the decision was made 
to make it advisory, particularly in view of the following possible 
scenario: One of three inventors submits a written assertion of 
entitlement to small entity status without making any determina- 
tion of entitlement to such status, such as by checking with the 
other two inventors to see if they have assigned any rights in the 
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invention. Small entity status is proper at the time asserted 
notwithstanding the lack of a proper determination. If the deter- 
mination is set forth as a requirement (“must”), the lack of such a 
determination might act to cause an unduly harsh result where 
small entity status was in fact appropriate and the failure to check 
prior to assertion is innocent. It is recognized that the use of 
“should” may cause concern that a cavalier approach to asserting 
entitlement to small entity status may be taken by encouraging 
some who are asserting status not to make a complete determina- 
tion as the determination is not set forth as being mandatory. On 
balance, it is thought that the use of “should” will lead to more 
equitable results. The danger of encouraging the assertion of small 
entity status without a prior determination as to qualification for 
small entity status is thought to be small, because if the status turns 
out to be improper, the lack of a prior determination may result in 
a failure to meet the lack of deceptive intent requirements under § 
1.27(h) or § 1.28(c). The Office has noted that any attempt to 
improperly establish status as a small entity will be viewed as a 
serious matter. See MPEP 509.03. 


Removal of Status: Section 1.27(g)(2) is also clarified by provid- 
ing that once small entity status is established in an application, 
any change in status from small to large entity also requires a 
specific written assertion to that extent, rather than only payment 
of a large entity fee, similar to current practice. For example, when 
paying the issue fee in an application that has previously been 
accorded small entity status and the required new determination of 
continued entitlement to small entity status reveals that status has 
been lost, applicant should not just simply pay the large issue fee 
or cross out the recitation of small entity status on the returned 
copy of the notice of allowance (PTOL-85(b)), but should submit 
a separate paper requesting removal of small entity status pursuant 
to § 1.27(g)(2). 


Correction of any inadvertent and incorrect establishment of small 
entity status is by way of a paper under § 1.28(c) as in former 
practice. 


Paragraph by paragraph analysis: Section 1.27 is amended: (1) 
in its title to reflect placement of the definitions for small entities 
in the section (transferred from former § 1.9(f)), (2) to indicate that 
an establishment of small entity status permits the payment of 
small entity fees, and (3) to reflect transfer of subject matter from 
§ 1.28 relating to determination of entitlement to and notification 
of loss of entitlement to small entity status, and fraud on the Office. 


Section 1.27 is amended to provide the definition of who can 
qualify to pay small entity fees: the amendments (1) define a 
“person” to include inventors and also noninventors holding rights 
in the invention; (2) explain that qualification depends on whether 
any rights in the invention were transferred and to whom; (3) 
provide that a license by a person to the Government under certain 
situations does not bar entitlement to small entity status. 


Section 1.27(a) contains the subject matter relating to definitions 
of small entities:(1) persons, (2) small business concerns; and (3) 
nonprofit organizations, in one paragraph rather than previously in 
§§ 1.9(c) through (e). The expression “independent inventor” of 
former § 1.9(c) is replaced with the term “person” in current § 
1.27(a)(1) (and other paragraphs of this section). The term 
“person” in § 1.27(a) includes individuals who are inventors and 
also individuals who are not inventors but who have been 
transferred some right or rights in the invention. This clarifies that 
individuals who are not inventors but who have rights in the 
invention are covered by the provisions of § 1.27. 


Sections 1.27(a)(2)(i) and (a)(3)(i) retain the requirement of 
former § 1.27 that in order for small entity businesses and 
nonprofit organizations to remain entitled to small entity status, 
they must not in some manner transfer or be under an obligation to 
transfer any rights in the invention to any party that would not 
qualify for small entity status. The absence of this requirement 
from former § 1.9(d) and (e) (small business concern and nonprofit 
organization, respectively), notwithstanding its presence in former 
§ 1.9(c) (independent inventor), led to confusion as to the 
existence of such a requirement for small businesses concerns and 
nonprofit organizations. Former § 1.9(d) and (e), where this 
requirement was absent, have been deleted and it is now made 
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clear that these rights transfer requirement applies to all parties 
(independent inventors, small business concerns and nonprofit 
organizations, respectively). 


Section § 1.27(a)(2)(ii) has the term “size” removed from the 
reference to standards set by the SBA as possibly misleading as the 
SBA standards for entitlement to small entity status for small 
businesses require more than a size determination. 


Section 1.27(a)(4)(i) provides a new exception, relating to the 
granting of a license to the U.S. Government by a person, that 
results from a particular rights determination. Such a license would 
not bar entitlement to small entity status. Similarly, § 1.27 
(a)(4)(ii) has transferred to it (from former §§ 1.27(c)(2) and 
(d)(2)) the current exceptions relating to a licence to a Federal 
agency by a small business or a nonprofit organization resulting 
from a particular funding agreement. 


Sections 1.27(b) through (e) are reformatted and amended to recite 
“assertion” as a new means for establishing small entity status to 
replace “statement,” and new Sections 1.27 (f), (g)(1) and (g)(2), 
and (h) are added. 


Section |.27(c) is reformatted to add §§ 1.27(c)(1) through (c)(4). 


Section 1.27(c)(1) permits assertion of small entity status by a 
writing that is clearly identifiable (§ 1.27(c)(1)(i)). is signed (§ 
1.27(c){1)(ii)), and conveys the concept of small entity status 
without the need for specific words but with a clear indication of 
an intent to assert entitlement to small entity status (§ 
1.27(c)(1 (iii). 


Section 1.27(c)(2) makes submission of a written assertion to 
obtain small entity status easier in view of increased categories of 
parties who could sign and file such a paper.The parties who can 
sign the written assertion are identified as: one of the parties who 
can currently submit a paper under § 1.33(b) ( § 1.27(c)(2)(i)), at 
least one of the individuals identified as an inventor (even though 
a § 1.63 executed oath or declaration has not been filed) ( § 
1.27(c)(2)(ii)) rather than all the inventors (applicants) as required 
by § 1.33(b)(4) for other types of papers, or a partial assignee (§ 
1.27(c)(2)(iii)) rather than all the partial assignees and any 
applicant retaining an interest as required by § 1.33(b)(3) for other 
types of papers. A 3.73(b) certification is not required for an 
assignee under either §§ 1.27(c)(2)(i) or (ili). The parties who can 
file the signed written assertion include any one of the identified 
inventors (§ 1.27(c)(2)(ii)), but not a partial assignee (§ 
1.27(c)(2)(iii)) unless resort is made to a party identified under § 
1.33(b). 


Section 1.27(c)(3) permits the payment, by any party, of an exact 
amount of one of the small entity basic filing (§§ 1.16(a), (f), (g), 
(h), or (k)) or basic national (§§ 1.492(a)(1) through (a)(5)) fees to 
be treated as a written assertion of entitlement to small entity status 
even where an incorrect type of basic filing or basic national fee is 
inadvertently selected in error. Section 1.27(c)(3)(i) provides that 
where small entity status was accorded based on the payment of a 
wrong type of small entity basic filing or basic national fee, the 
correct small entity amount would still be owed along with the 
surcharge set forth in §§ 1.16(e) or (1) for the basic filing fee (there 
is no surcharge for the basic national fee). Section 1.27(c)(3)(ii) 
provides that payment of a small entity fee in its exact amount for 
a fee other than what is provided for in § 1.27(c)(3) is not sufficient 
to establish small entity status absent a concomitant written 
assertion of entitlement to small entity status.After a basic filing or 
basic national fee is paid as a large entity, a refund under § 1.28(a) 
of the large entity portion can only be obtained by establishing 
small entity status by a written assertion and not by paying a 
second basic filing or basic national fee in a small entity amount. 
Payment of a large entity basic filing or basic national fee 
precludes paying a second basic filing or national fee in a small 
entity amount to establish small entity status. 


Section 1.27(c)(4) 
§ 1.28(a)(2). 


recites material transferred from former 
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Section 1.27(d) is amended to provide that fees other than the basic 
filing and basic national fees can only be paid in small entity 
amounts if submitted with or subsequent to a written assertion of 
entitlement to small entity status. For refunds, where the small 
entity assertion is submitted after payment of a large entity fee 
(rather than with or subsequent to payment of a small entity fee), 
the paragraph clarifies that an exception exists for § 1.28(a) 
refunds (of the large entity portion of a fee within three months of 
payment thereof if the refund request is accompanied by a written 
assertion of entitlement to small entity status). 


Section 1.27(e)(1) is added to reference § 1.27(g)(1) as the means 
of changing small entity status. It is clarified that where rights in 
an invention are assigned, or where there is an obligation to assign, 
to a small entity subsequent to an assertion of entitlement to small 
entity status, a second assertion is not required. Section 1.27(e)(2) 
clarifies that once small entity status is withdrawn a new written 
assertion is required to again obtain small entity status. 


Section 1.27(f) is added to clarify the need to determine entitle- 
ment to small entity status prior to asserting small entity status, and 
that the Office generally does not question assertions of entitlement 
to small entity status. 


Section 1.27(g)(1) is added to contain material transferred from 
former § 1.28. 


Section § 1.27(g)(2) is added to revise the current reference to the 
party who can sign a notification of loss of entitlement to small 
entity status to require a party identified in § 1.33(b). 


Sections 1.27(h)(1) and (2) are added to contain material trans- 
ferred from former § 1.28(d)(1) and (d)(2) relating to fraud 
attempted or committed on the Office in regard to paying small 
entity fees. The material has been reformatted slightly to create § 
1.27(h)(1)(i) and (ii), and § 1.27(h)(2)(i) and (ii). 


Comment 12: Two comments state that the term “person” as 
proposed in § 1.9(f) (now transferred to § 1.27(a)(1)) is confusing. 
While person is defined in the first sentence as an inventor or other 
individual, the second sentence rather than using person uses 
inventor or other individual as if to imply that an inventor or 
individual who has transferred some rights is not a person within 
the meaning of § 1.27. This seems to be inconsistent with § 1.27(c) 
that qualifies “person” as a party entitled to small entity status even 
if an inventor has agreed to license rights in the invention to 
another small entity. It was suggested that the second sentence be 
deleted and combined with the first sentence.An additional argu- 
ment was made that while it is understood that “person” was being 
used in the context of § 1.27 small entity rights, the normal legal 
definition of “person” includes corporations and the term is 
therefore broader than the use made of it in § 1.27.It was suggested 
that another word be used or the term “natural” be used as a 
modifier. 


Response: The comments are not adopted. The use of “person” in 
the first sentence of § 1.27(a)(1) is intended to refer to those who 
can qualify for small entity status. That the second sentence starts 
with “[a]n inventor or other individual who has transferred some 
rights” is intentional in that it may be that such inventor or 
individual cannot qualify for small entity status if rights have been 
transferred to a party who cannot qualify for small entity status. It 
is intended under § 1.27(c) that an inventor who has transferred 
rights to another who can qualify shall not be disqualified from 
claiming small entity status whether an individual, small business 
or nonprofit organization. The use of two sentences enables the 
separation of two different concepts - where no transfer of rights 
has occurred, and where some transfer of rights has occurred. Use 
of the suggested combined sentence may not make it clear to small 
entities that circumstances where there is no transfer of rights are 
included. Similarly, it is believed that the use of the term “person” 
without a modifier of “natural” would have the best opportunity 
for being undersiood by the target audience of § 1.27. 


Comment 13: Several comments supported the proposed change to 
§ 1.27, as well as to §§ 1.9 and 1.28. 
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Comment 14: Two comments opposed the ability to obtain small 
entity status based on payment of a small entity filing fee in § 
1.27(c)(3) (proposed as § 1.27(b)(3)) maintaining that the entire 
procedure is now very complex and would not be understood by 
the great majority of practitioners and their support staffs and the 
Office support staff that must administer the program. It is believed 
that it is not too much to ask that someone seeking to claim small 
entity status make an affirmative statement regarding eligibility for 
such status. Although these procedures affect small entities to a 
greater extent, large entities are affected by the costs that would be 
associated with trying to implement a complex scheme of which 
small entities could not properly avail themselves. 


Response: The comments are not adopted. Sixty percent of all 
refund requests that the Office handles are related to small entity 
status. As outlined in the proposed rulemaking and again in this 
final rule, small entities are having a very difficult time obtaining, 
in a timely manner, a benefit that they are clearly entitled to, 
particularly for pro se inventors.The amended rule will obviate 
many of the difficulties now encountered by small entities. The 
payment of an exact amount of small entity filing fee is seen to be 
just as much an affirmative act as the submission of a statement of 
entitlement, and is probably far clearer an act of intention to claim 
small entity status than resort only to wide variants of language 
inevitably submitted by pro se applicants that must then be 
interpreted by the Office. The Office will, however, endeavor to 
have applicants supply an actual statement of entitlement to small 
entity status by providing a check box for such (with a clear easily 
understood statement) on application transmittal forms. 


Comment 15: One comment states that § 1.27(a)(4)(ii) (formerly § 
1.9(f)(4)(ii)) is confusing because it states that a “license” to a 
Federal agency is not a “license” per se.Alternative language is 
suggested to clarify the section. 


Response: The comment is adopted. 


Comment 16: One comment suggested a further simplification by 
permitting any person authorized to act on behalf of the inventor/ 
applicant to make an assertion of entitlement to small entity status. 
The Office should have an announced policy of not verifying 
whether the person making the assertion is in fact authorized with 
the burden resting with applicant that the person making the 
assertion is authorized to do so. The situations where a person 
would not be authorized are thought to be so rare as to justify the 
Office removing itself from determining proper authorization. 


Response: The comment is not adopted. Sections 1.27(c)(2)(i) 
through (c)(2)(iii) identifies certain parties who can sign a written 
assertion of entitlement to small entity status. The parties, while 
not all encompassing, are nevertheless broadly defined and include 
all the parties who can reasonably be expected to desire to submit 
a written assertion. It is not seen that the Office should accept a 
written paper from a party not so included. Section 1.27(c)(3), as 
made final, permits any party (in addition to those parties defined 
in § 1.27(c)(2)) to pay the basic small entity filing fee and thereby 
assert entitlement to small entity status. If a need were to arise for 
some party other than those defined in § 1.27(c)(2) to assert small 
entity status, it would be expected to be close to the time of filing 
the application and when the filing fee needs to be paid. In such 
circumstances, any party could pay the small entity filing fee. To 
permit the acceptance of a paper by a third party with whatever 
statements both germane to small entity entitlement and whatever 
other matters might be raised therein would seem to be burdening 
applicants with unnecessary problems. 


Section 1.28: Section 1.28 is amended to be entirely reformatted 
with some material transferred to § 1.27. 


Section 1.28(a) is amended to allow a three-month period (for- 
merly a two-month period) for refunds based on later establish- 
ment of small entity status. See further discussion in § 1.28(b)(1). 


Section 1.28(b) is amended to set forth § 1.28(b)(1), defining the 
start date of the three- month refund period of § 1.28(a) to be the 
date that the full fee has been paid (transferred from former § 
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1.28(a)(1)), and § 1.28(b)(2), stating that the deficiency amount 
owed under § 1.28(c) is calculated by using the date on which the 
deficiency was paid in full (transferred from former § 1.28(c)). 


Sections 1.28(b)(1) and (2) were proposed to be amended to refer 
to 1.22(c) setting forth a definition of when a fee has been paid by 
the means used to pay the fee, but will not be so amended as the 
proposed amendment to 1.22(c) will not be made. The subject 
matter of proposed§ 1.22(c), which proposed to set forth that the 
filing date for an authorization to charge fees starts the period for 
refunds under § 1.28(a) will, however, be given effect by internal 
instruction as of the effective date of the instant final rule and will 
be reflected in the MPEP. See the discussion of § 1.22, above. The 
previous time period for a refund request was two months from 
payment of the full fee. The date of payment for refund purposes 
varied depending on the means the applicant used to pay the 
required fee. For example, if the applicant paid the required fee by 
check, the date of payment was the date on which the fee paper, 
including the check, was filed in the Office.If the applicant 
authorized a charge to a deposit account, however, the date of 
payment was the date the Office debited the deposit account. In 
view of the change in practice that results in § 1.28(b)(1) according 
the same date of payment for checks and authorizations to charge 
deposit accounts, the refund period of § 1.28(a) is extended to 
three months.This will in part offset any shortening of the refund 
time period that may result from starting the time period as of the 
receipt (or 1.8 or 1.10) date of the fee paper instead of the debit 
date for an authorization to charge a deposit account. Additionally, 
in view of changes in practice under § 1.27 to ease the claiming of 
small entity status, the need for refunds should diminish, and the 
different payment date of an authorization to charge a deposit 
account for small entity refund purposes should not cause much 
inconvenience to applicants. 


Section 1.28(c) is amended to require that deficiency payments 
must be submitted separately for each file (§ 1.28(c)(1)) and must 
include the itemization of the deficiency payment by identifying: 
the type of fee along with the current fee amount (§ 
1.28(c)(2)(ii)(A)), the small entity amount paid and when (§ 
1.28(c)(2)((ii)(B)), the deficiency owed for each individual fee 
paid in error (§ 1.28(c)(2)(ii)(C)), and the total deficiency payment 
owed (§ 1.28(c)(2)(ii)(D)), and is amended to provide that any 
failure to comply with the separate payment and itemization 
requirements will allow the Office at its option to charge a 
processing fee or set a non-extendable one-month period for 
compliance to avoid return of the paper (§ 1.28(c)(3)). 


In each of Fiscal Years 1999 and 2000, certain patent fees were 
reduced. See Revision of Patent and Trademark Fees for Fiscal 


Year 2000, Final Rule, 64 FR 67774 (December 3, 1999), and 
Revision of Patent Fees for Fiscal Year 1999, Final Rule, 63 FR 
67578 (December 8, 1998). Thus, a sentence was added in § 
1.28(c)(2)(i) that requires a deficiency payment to be at least equal 
to the amount paid in error as a small entity and is also calculated 
as of the date the deficiency is paid in full. For example, the basic 
filing fee for a utility application was reduced from $760 to $690. 
Where the small entity basic filing fee had been improperly paid 
by submission of $380 under the prior fee amount, if the error was 
determined and paid in full when the new amount is in effect, the 
balance owed at the date of payment in full would be $380 (the 
amount that is at least equal to the amount paid in error and not 
$310 (the new large entity amount of $690- the small entity 
amount paid in error of $380). (Note, for revival under § 1.137, if 
abandonment occurred for failure to pay a basic filing fee, the 
amount owed would be the fee in effect when the § 1.137 petition 
was filed and not the fee previously owed causing abandonment.). 


Paragraph by Paragraph Analysis: The title of § 1.28 is revised 
in view of transfer of material to § 1.27 to focus on refunds and 
on how errors in status are excused. 

Sections 1.28(a) through (c) are reformatted. 

Section 1.28(a)(1) is amended as § 1.28(a). 

Section 1.28(a) is amended to clarify that the period for a refund 


runs from payment of the “full fee,” and that it is the payment of 
the full fee that is considered the significant event relative to 
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establishing status for a particular fee. Additionally, § 1.28(a) 
amends the time period for requesting a refund based upon later 
establishment of small entity status. The time period is three 
months measured from the date of the timely payment of the full 
fee. 


Some subject matter in former § 1.28(a)(2) has been transferred to 
§ 1.27(c)(4). The next to last sentence, relating to filing a 
continuing or reissue application and referencing a small entity 
statement in the prior application or patent, has been deleted as 
unnecessary.The formerly required reference to status in the prior 
application or patent is replaced by the equally easily written 
assertion of § 1.27(c)(4) in the related, continuing or reissue 
application. Written references to small entity status in a prior 
application, including submission of a copy of the small entity 
statement in a prior application, submitted in a continuing appli- 
cation subsequent to the effective date of any final rule, will be 
liberally construed under § 1.27(c)(1)(iii). Similarly, the last 
sentence of current § 1.28(a)(2) is deleted as the payment option 
for establishing small entity status in continuing or reissue 
applications has been expanded in § 1.27(c)(3) to include all 
applications. 


Caution: Although the Office intends to liberally construe what is 
deemed to be anassertion of small entity status, the concept of 
entitlement must be clearly conveyed. 


Example !: A prior application has been accorded small entity 
status. A continued prosecution application (CPA) under 1.53(d) is 
filed with a general authorization to charge fees that does not state 
that the fees to be charged are small entity fees. Even though the 
CPA contains the same application number as its prior application 
(and the small entity statement), it would not be accorded small 
entity status and large entity filing fees would be immediately 
charged. This would be so because a new determination of 
entitlement to small entity status must be made upon filing of a 
new application, such as a CPA. Accordingly, in filing the CPA 
there must be some affirmative act to indicate that the determina- 
tion has been done anew and smail entity status is still appropriate. 
Wherea copy of the small entity statement from the prior applica- 
tion, or a written assertion in the CPA application transmittal letter, 
or an authorization to charge small entity fees was present, the 
result would be reversed and small entity status would be accorded 
the CPA application on filing. 


Example 2: A request for continued examination under 1.114 is not 
the filing of a new application and the application would retain any 
small entity status previously accorded without the need to do a 
new investigation or request status by written assertion or payment 
of an exact small entity § 1.17(e) fee. 


The subject matter in former § 1.28(a)(3) has been transferred to § 
1.27(e)(1). 


Section 1.28(b) is amended to have its subject matter transferred to 
§§ 1.27(g)(1) and (2). New §§ 1.28(b)(1) and (b)(2) are added. 


Sections 1.28(b)(1) and (b)(2) were proposed to reference § 
1.22(c) which was proposed to define the date that a fee was 
considered paid.In view of the decision not to go forward with the 
proposed change to § 1.22(c), the references to § 1.22(c) in § 
1.28(b)(1) and (2) will not proceed. 


Section 1.28(b)(1) defines the date a fee is paid for the purpose of 
starting the three- month period for refund. Former practice for 
authorizations to charge deposit accounts was to give benefit of the 
date that the deposit account was actually debited by the Office, 
which was a later time than when the paper authorizing charge of 
the fee to a deposit account was filed with the Office. That practice 
is now changed, see discussion re § 1.22, and the change will be 
reflected in the MPEP. It is the date the fee paper is considered 
received in the Office, not the date of debit of the fee to a deposit 
account, that will start the three-month refund period. 


Section !.28(b)(2) states that the date when a deficiency payment, 
pursuant to § 1.28(c), is paid in full determines the amount of 
deficiency that is due. 
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Example: A small entity issue fee has been paid in error in January 
and a paper under § 1.28(c) was submitted the following June with 
the deficiency payment calculated based on the fees in effect as of 
June. The deficiency payment was incorrectly determined so that 
the full amount owed (for the issue fee) was not submitted in June. 
If the mistake in the June payment is not discovered until the 
following November, the extra amount owed must be recalculated 
to take into account any (later legislation, October 1) increase in 
the issue fee. 


Section 1.28(c) is amended to recite that separate submissions, 
including separate payments and itemizations, are required for any 
deficiency payment. 


Section 1.28(c)(1) requires that a deficiency paper/itemization/ 
submission be limited to one application or one patent file. Where, 
for example, the same set of facts has caused errors in payment in 
more than one application and/or patent file, a separate paper 
would need to be submitted in each file for which an error is to be 
excused. 


Section 1.28(c)(2) requires that for each fee that was erroneously 
paid as a small entity, the deficiencies owed must be paid, and the 
payment of the deficiencies must be itemized. Section 1.28(c)(2)(i) 
provides in part where there has been a fee decrease, the deficiency 
owed is equal to the amount (previously) paid in error and not the 
difference between the amount (previously) paid in error and the 
new lower large entity fee. Section 1.28(c)(2)(ii) requires the 
following itemizations: the particular fee involved (e.g., basic 
filing fee, extension of time fee) (§ 1.28(c)(2)(ii)(A)), the small 
entity fee amount actually paid and when (for example, distin- 
guishing between two one-month extension of time fees errone- 
ously paid on two different dates) (§ 1.28(c)(2\(1i1)(B)). the actual 
deficiency owed for each fee previously paid in error (§ 
1.28(c)(2)(ii(C)), and the total deficiency owed that is the sum of 
the individual deficiencies owed (§ 1.28(c)(2)(ii)(D)). 


Section 1.28(c)(3) addresses the failure to comply with the 
separate submission, including separate payment and itemization 
requirements of §§ 1.28(c)(1) and (c)(2). Section 1.28(c)(3), upon 
failure to comply, permits the Office at its option either to charge 
a processing fee (§ 1.17(i) is suitably amended) to process the 
Paper or require compliance within a one-month non-extendable 
time period to avoid return of the paper. 


Former §§ 1.28(d)(1) and (d)(2) are amended to have the material 
relating to fraud attempted or committed on the Office as to paying 
of small entity fees, transferred to §§ 1.27(h)(1) and (2). New § 
1.28(d) is added to clarify that any paper submitted under § 1.28(c) 
is also treated as a notification of loss of small entity status under 
§ 1.27(g)(2). 


Section 1.33: Section |.33(a) is reformatted to create additional § 
1.33(a)(1) and (a)(2) to separately identify the parties who can 
change a correspondence address depending upon the presence or 
absence of a § 1.63 oath/declaration. The revision is intended to 
make clear what may be a confusing practice to applicants as to 
which parties can set forth or change a correspondence address 
when an application does not yet have an executed § 1.63 oath or 
declaration by any of the inventors. See § 1.14(d)(4) for a similar 
change regarding status and access information. In this section 
references to a § 1.63 oath/declaration are intended to mean an 
executed oath/declaration by any inventor, but not necessarily all 
the inventors. 


Section 1.33(a) is amended to provide that in a patent application 
the applicant must, either in an application data sheet (§ 1.76), or 
in a clearly identifiable manner elsewhere, in any papers submitted 
with an application filing, specify a correspondence address to 
which the Office will send notices, letters and other communica- 
tions relating to the application. It is now stated that where more 
than one correspondence address is specified, the Office would 
determine which one to establish as the correspondence address. 
This is intended to cover the situation where an unexecuted 
application is submitted with conflicting addresses, such as one 
correspondence address being given in the application transmittal 
letter, and a different one in an accompanying unexecuted § 1.63, 
or other similar situations. The determination of which of the 
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conflicting correspondence addresses to use will be made on a case 
by case basis, to include such factors as: use of the correspondence 
address in the earliest of two unexecuted declarations submitted at 
different times, or if conflicting addresses appear in the same 
declaration, use of the first correspondence address. 


Section 1.33(a) requests the submission of a daytime telephone 
number of the party to whom correspondence is to be addressed. 
While business is to be conducted on the written record (§ 1.2), a 
daytime telephone number would be useful in initiating contact 
that could later be reduced to a writing. The phone number would 
be changeable by any party who could change the correspondence 
address. The term “registered” has been placed before the expres- 
sion “attorney or agent” for clarification purposes. See also § 
1.33(b) of this section and sections 1.34 and 1.36. 


Section 1.33(a)(1) provides that any party filing the application 
and setting forth a correspondence address could later change the 
correspondence address provided that a § 1.63 oath/declaration by 
any of the inventors has not been submitted. The parties who may 
so change the correspondence address would include only the one 
inventor filing the application, even if more than one inventor was 
identified on the application transmittal letter. If two of three 
inventors filed the application, the two inventors filing the appli- 
cation would be needed to change the correspondence address. 
Additionally, any registered practitioner named in the application 
transmittal letter, or a person who has the authority to act on behalf 
of the party that will be the assignee (if the application was filed 
by the party that will be the assignee), could change the corre- 
spondence address. A registered practitioner named in a letterhead 
would not be sufficient, but rather a clear identification of the 
individual as being a representative would be required. A company 
(to whom the invention has been assigned, or to whom there is an 
obligation to assign the invention) who files an application, is 
permitted to designate the correspondence address, and to change 
the correspondence address, until such time as a (first) § 1.63 
oath/declaration is filed. The mere filing of a § 1.63 oath/ 
declaration that does not include a correspondence address does 
not affect any correspondence address previously established on 
filing of the application, or changed per § 1.63(a)(1), even if the 
application was filed by a company that is only a partial assignee. 
The expression “party that will be the assignee,” rather than 
assignee, is used in that until a declaration is submitted, inventors 
have only been identified, and any attempted assignment, or partial 
assignment, cannot operate for Office purposes until the declara- 
tion is supplied. Hence, if the application transmittal letter indi- 
cates that the application is being filed on behalf of XYZ company, 
with an assignment to be filed later, XYZ company would be 
allowed to change the correspondence address without resort to 
3.73(b) until an executed oath or declaration is filed, and with 
resort to § 3.73(b) after the oath or declaration is filed. 


Section 1.33(a)(2) retains the current requirements for changing a 
correspondence address when a § 1.63 oath/declaration by any of 
the inventors has been filed. Where a correspondence address was 
set forth or changed pursuant to § 1.33(a)(1) (prior to the filing of 
a § 1.63 oath or declaration), that correspondence address remains 
in effect upon filing of a § 1.63 declaration and can then only be 
changed pursuant to§ 1.33(a)(2). 


Section 1.33(b) has been simplified to make it easier to understand 
who are appropriate parties to file papers, particularly in view of 
the change to § 3.71(b). The paragraph has also been amended to 
provide an exception for the filing of a written assertion of small 
entity status under § 1.27(c)(2)(ii). One of several inventors will 
now be able to sign a written assertion of small entity status and be 
an appropriate party to file such assertion/paper. 


Section § 1.33(b)(1) has the term “registered” placed before the 
expression “attorney or agent” for clarification purposes. See also 
§§ 1.33(a) and 1.34 and 1.36. 


Section 1.33(b)(3) is amended to add a reference to § 3.71. 


Comment 17: One comment was received requesting that the 
ability to change the correspondence address not be keyed to the 
filing of a § 1.63 oath/declaration, especially when such oath/ 
declaration is signed by less than all the inventors and when it may 
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in no way involve the correspondence address. The flexibility to 
change the correspondence address established by § 1.33(a)(1) 
should remain until a party set forth in § 1.33(b), except § 
1.33(b)(2), establishes a correspondence address. 


Response: The comment is not adopted. Section 1.33(a)(1) in- 
creases the flexibility in changing a correspondence address. Such 
increased flexibility, however, should not extend past the time that 
applicants can reasonably be expected to set forth a correspon- 
dence address, such as when the inventors are named by the 
submission of an oath/declaration. The submission of the oath/ 
declaration will not alter the current correspondence address of 
record unless the oath/declaration intentionally does so by identi- 
fying a correspondence address, or an accompanying paper to the 
oath/declaration does so. Upon submission of the oath/declaration, 
the inventors are known for the first time and it is now their call as 
to the appropriate correspondence address absent intervention by 
the assignee of the entire right, title, and interest. It is inappropriate 
that once an oath/declaration is submitted, a practitioner without 
power of attorney or only one of the inventors can continue to 
change the correspondence address. 


Section 1.34: Sections 1.34(a) and (b) are amended to incorporate 
a reference to §1.31. Section 1.34(b) is amended to place the term 
“registered” before the expression “attorney or agent.” Unlike § 
1.31, which provides for an applicant being represented by 
registered patent attorney or agent, former § 1.34(b) (and § 1.36) 
refers to an attorney or agent who represents an applicant. The 
Office of Enrollment and Discipline receives calls inquiring if § 
1.34(b) (and § 1.36) explicitly or implicitly authorize unregistered 
attorneys to practice before the Office in view of the absence of the 
term “registered” in these sections, which is not the case. The 
amendments to § 1.34(a) and (b) (and § 1.36) bring § 1.34(a) and 
(b) (and § 1.36) into conformity with § 1.31, which permits an 
applicant to be represented by a registered attorney, or a registered 
agent, and clarifies that the attorney or agent referenced in § 
1.34(a) and (b) (and § 1.36) is only the registered attorney or 
registered agent referenced in § 1.31. See also §§ 1.33(a) and 
(a)(1), and § 1.36. 


Section 1.36: See the discussion relating to § 1.34. 


Section 1.41: Section 1.41(a)(1) is amended to indicate that a 
paper including the processing fee set forth in § 1.17(i) is required 
for supplying or changing the name(s) of the inventor(s) where an 
oath or declaration prescribed in § 1.63 is not filed during 
pendency of a nonprovisional application, rather than a petition 
including a petition fee, for consistency with the amendment to § 
1.17(i). 


Section 1.41(a)(2) is amended to indicate that a paper including the 
processing fee set forth in § 1.17(q) is required for supplying or 
changing the name(s) of the inventor(s) where a cover sheet 
prescribed by § 1.51(c)(1) is not filed during the pendency of a 
provisional application, rather than a petition including a petition 
fee, for consistency with the amendment to § 1.17(q). 


Section 1.41(a)(3) is amended to delete the language concerning 
an alphanumeric identifier, and to provide that the name, residence, 
and citizenship of each person believed to be an actual inventor 
should be provided when the application papers pursuant to § 
1.53(b) are filed without an oath or declaration, or the application 
papers pursuant to § 1.53(c) are filed without a cover sheet. 


Section 1.41(a)(4) is added to set forth that the inventors who 
submitted an application under § 1.494 or § 1.495 are the inventors 
in the international application designating the United States and 
that the provisions of § 1.48(f)(1), whereby submission of an 
executed oath/declaration operates to change the inventorship, do 
not apply to applications entering the national stage. 


Section 1.41(c) is amended by replacement of the term “file” with 
a recitation of physical or electronic delivery of the application to 
the Office. Section 1.41(c) permits any person authorized by the 
applicant to file a patent application in order to receive a filing 
date. The amendment clarifies that § 1.41(c) is intended to apply 
solely to the (physical or electronic) delivery of a patent applica- 
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tion to the Office as opposed to being inclusive of acts preceding 
delivery of the application relating to drafting or otherwise 
preparing an application. 


Comment 18: One comment opposed the change to § 1.41(a)(3). 
The comment noted that the Office gave no justification for the 
change deleting the instruction that an alphanumeric identifier 
should be supplied where no inventor’s name is being given. The 
change is believed to give the impression of reversing the practice 
of not requiring identification of inventors on filing of the 
application. 


Response: The comment is not adopted. The availability of an 
alphanumeric identifier is no longer explicitly set forth as the 
Office much prefers that at least one inventor be identified, 
particularly te aid in the national security screening of applica- 
tions. To the extent that the presence of the instruction would seem 
to encourage use of an identifier other than the inventors, it is 
desirable to eliminate it. There is, however, no intent on the part of 
the Office to reverse the current practice and ban the use of an 
identifier other than an inventor’s name. It is noted that where an 
inventor's name is not supplied, some other identifier is usually 
present, such as an attorney docket number, and that may continue 
to be used as an identifier in the absence of an inventor’s name. 


Comment 19: One comment opposed the change to § 1.41(a)(4) 
Stating that it is unclear as to what the change means and that it 
would seem to preclude correction of the inventorship after an 
international application is filed 


Response: The comment is adopted in part as a clarifying 
parenthesis has been added to the paragraph stating that § 1.48(f) 
does not apply. The intent of the change is not to preclude 
correction of inventorship in a 35 U.S.C. 371 national stage 
application, but to reflect that filing an international application 
signed by all applicants and publishing it locks in the naming of 
the inventors. Filing of a declaration does not reset the inventors as 
it does in national 35 U.S.C. 111 practice. Correction of inventor- 
ship for a national stage application can be done under the 
provisions of §§ 1.48(a) through (c). 


Section 1.44: Section 1.44 is removed and reserved to eliminate 
the requirement that proof of the power or authority of the legal 
representative be recorded in the Office or filed in an application 
under §§ 1.42 or 1.43. Although proof of authority is no longer 
required to be submitted to the Office, applicants may wish to 
consider obtaining proof of authority of the legal representative 
and recording such a document with any assignment documents 
for record-keeping purposes. In order to make a patent application 
on behalf of a deceased or incapacitated inventor, the legal 
representative may now simply sign the § 1.63 oath or declaration 
(which includes the full name and citizenship of the deceased 
inventor as well as the residence and mailing address, if not 
provided on an application data sheet) as the legal representative 
of the particular inventor with the title “Legal Representative” 
placed under the signature. In other words, in a signature block 
containing the deceased or incapacitated inventor’s name, the legal 
representative will sign “for” the deceased or incapacitated inven- 
tor supplying the representative’s name and stating that he or she 
is the legal representative. In addition, the legal representative 
should provide his or her mailing address so that the Office can 
directly communicate with the legal representative if necessary. 
See § 1.64(b). 


The deletion of the § 1.44 proof requirement for the legal 
representative of §§ 1.42 and 1.43 will be effective on the date of 
publication in the Federal Register with § 1.64 as to all pending 
papers under §§ 1.42 and 1.43 that have not had the proof 
requirement satisfied. If a requirement for proof of authority has 
been made by an examiner, the requirement can be satisfied by a 
reply referencing this final rule. 


Section 1.47: Section 1.47 is amended to refer to “the fee set forth 
in § 1.17(h)” for consistency with the amendment to § 1.17(h) and 
(i). See discussion of the amendment to § 1.17. Section 1.47 is also 
amended to add a new § 1.47(c) providing that the Office will send 
notice of the filing of the application to all inventors who have not 
joined in the application at the address(es) provided in the petition 
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under § 1.47, and will publish notice of the filing of the application 
in the Official Gazette. This provision is currently included in each 
of §§ 1.47(a) and 1.47(b). Section 1.47(c) also provides that the 
Office may dispense with such notice provisions in a continuation 
or divisional application where notice regarding the filing of the 
prior application has already been sent to the nonsigning inven- 
tor(s). The patent statute gives the Office great latitude as to the 
notice that must be given to an inventor who has not joined in an 
application for patent. See 35 U.S.C. 116, 42 (“after such notice to 
the omitted inventor as [the Commissioner] prescribes”), and 118 
(“upon such notice to [the inventor as the Commissioner] deems 
sufficient”). Providing notice to a nonjoined inventor in a continu- 
ation or divisional application places a significant burden on the 
Office, especially when such continuation or divisional application 
is filed using a copy of the oath or declaration from a prior 
application under § 1.63(d). In addition, providing additional 
notice to the nonjoined inventor in the continuation or divisional 
application provides little actual benefit to the nonjoined inventor, 
as a similar notice was previously given during the processing of 
the prior application. Thus, the Office considers it appropriate to 
dispense with notice under § 1.47 in situations (continuations or 
divisionals of an application accorded status under § 1.47) in 
which the nonjoined inventor was previously given such notice in 
a prior application. 


Section 1.48: Section 1.48 is amended to have the title revised to 
reference the statutory basis for the rule, 35 U.S.C. 116 


Sections 1.48(a) through (c) are amended to: delete the recitation 
of “other than a reissue application” as such words are unnecessary 
in view of the indication in the title of the section that the section 
does not apply to reissue applications and the revision to § 1.48(a) 
(discussed below), to change “When” to “If,” and to add “nonpro- 
visional” before “application” where it does not already appear. 


Sections 1.48(a)(1) through (e)(1) are revised to replace the 
reference to a “petition” with a reference to a “request.” What is 
meant to be encompassed by the term “petition,” as it was used in 
the sections, may be better defined by the term “request.” The 
presence of “petition” formerly in the sections was misleading to 
the extent that it may indicate to applicants that papers under this 
section have to be filed with the Office of Petitions when in fact 
amendments to correct the inventorship under §1.48 are to be 
decided by the primary examiners in the Technology Centers and 
should be submitted there. See MPEP 1002.02(e). Where, how 
ever, the § 1.48 request is accompanied by a petition under § 1.183 
seeking waiver of a requirement under 1.48, both papers should be 
directed to the Office of Petitions. 


The requirements for a statement formerly in §§ 1.48(a)(1), (c)(1), 
and (e)(1) are placed in §§ 1.48(a)(2), (c)(2), and (e)(2) and 
corresponding changes made in subsequent paragraphs 


Sections 1.48(b) and (d) are revised to indicate that a request to 
correct the inventorship thereunder must be signed by a party as 
set forth in § 1.33(b) (which would enable a practitioner alone to 
sign all the needed papers). The inventors, whether being added, 
deleted, or retained, are not required to participate in a correction 
under these paragraphs.Thus, the inventor(s) to be deleted pursu- 
ant to § 1.48(b) in a nonprovisional application, or added pursuant 
to § 1.48(d) in a provisional application, and those inventors that 
are retained in either situation, are not required to participate in the 
inventorship correction, such as by signing a statement of facts, or 
an oath or declaration under § 1.63. 


Sections 1.48(a) through (e) are revised to define the fee required 
as a “processing” fee, to delete the reference to a “petition,” and to 
indicate that amendment of the application to correct the inven- 
torship would require the filing of a request to correct the 
inventorship along with other items, as set forth in the respective 
paragraphs of this . The latter change is not one of substance but 
a clarification that the amendment requirement of the statute, 35 
U.S.C. 116, merely refers to the change in Office records (face of 
the application file wrapper corrected, notation on a previously 
submitted § 1.63 oath/declaration, change in Patent Application 
Location and Monitoring (PALM) data, and a corrected filing 
receipt issued) that would be made upon the grant of a § 1.48 
request. Thus, amendment of the inventorship in an application is 
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not made as an amendment under § 1.121. Where there is a need 
to make an actual amendment under § 1.121, such as when a cover 
page of the specification recites the inventive entity, an amendment 
should also be submitted. In the absence of such an amendment, 
the Office may, at its option, correct the inventor’s names on the 
cover sheet or in the specification. Where an application needs a 
correction of inventorship under § 1.48 and a paper is submitted 
with a title that does not set forth the paper as a request under 1.48, 
but it is clear from the paper submitted that an inventorship 
correction is desired, a request for a correction of inventorship 
under 1.48 will be inferred from the paper submitted and will be 
treated under § 1.48. 


A request for a corrected filing receipt correcting a typing or office 
error in the names of the inventors will not ordinarily be treated 
under§ 1.48. Any request to correct inventorship should be 
presented as a separate paper. For example, placing a request under 
1.48(b) to correct the inventorship in the remarks section of an 
amendment may cause the Office to overlook the request and not 
act on it. 


Section 1.48(f)(1) is clarified to recite that its provision for 
changing the inventorship only applies if an oath or declaration 
under § 1.63 has not been submitted by any of the inventors, and 
that submission of an oath or declaration under § 1.63 by any of 
the inventors is sufficient to correct an earlier identification of the 
inventorship. 


Example |: An unexecuted application is filed identifying A, B, 
and C as the inventors. A § 1.63 declaration is also submitted 
signed only by A and naming A, B, and C as the inventors. To 
complete the application (§ 1.53(f)), a § 1.63 oath or declaration by 
B and C identifying the inventors as A, B, and C is needed. In 
attempting to reply to a Notice to File Missing Parts of Application 
requiring the missing oath or declaration by B and C, it is 
discovered that D is also an inventor. A declaration by A, B, C, and 
D, if submitted without a request under § 1.48(a) to correct the 
inventorship to A-D from A-C, will not be accepted as a reply to 
the Notice to File Missing Parts of Application. 


Thus, it should be clear that a first oath or declaration under § 1.63 
completed by less than all the inventors initially identified 
(whether the oath or declaration is submitted at the time of filing 
of the application or thereafter), will, under §1.48(f)(1), lock in the 
inventorship, and the later filing of another declaration by a 
different but, the actual entire inventive entity, will not be effective 
under § 1.48(f)(1) to correct the inventorship. 


Example 2: An application is filed identifying A, B, and C as the 
inventors in the application transmittal letter, and a § 1.63 
declaration is concomitantly submitted only by A, naming only A, 
as the sole inventor. The inventorship of the application is A 
(because of the declaration of A). A later submitted § 1.63 
declaration by A, B, and C would require a request under § 1.48(a) 
to correct the inventorship to A, B, and C before the declaration by 
A, B, and C could be accepted. 


Section 1.48(f)(1) is amended to reference § 1.497(d) for submis- 
sion of an executed oath or declaration naming an inventive entity 
different from the inventive entity set forth in the international 
stage when entering the national stage under 35 U.S.C. 371 and § 
1.494 or § 1.495. 


Section 1.48(h) is added to indicate that the provisions of this 
section do not apply to reissue applications, and to reference §§ 
1.171 and 1.175 for correction of inventorship in reissue applica- 
tions. 


Section 1.48(i) is added to reference §§ 1.324 and 1.634 for 
corrections of inventorship in patents and interference proceed- 
ings, respectively. 


Sections 1.48(a) through (i) are amended to have titles added to 
make locating the appropriate paragraph easier. 


Section 1.51: Section 1.51(b) is amended to include a reference to 
§ 1.53(d), as a proper continued prosecution application under § 
1.53(d) in which the basic filing fee has been paid is a complete 
application under § 1.51(b). 
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Section 1.52: The title of § 1.52 is amended to reflect the addition 
of§ 1.52(e). 


Sections 1.52(a) and (b) are amended to clarify the paper standard 
requirements for papers submitted as part of the record of a patent 
application or a reexamination proceeding. Section 1.52(a) sets 
forth the paper standard requirements for all papers that are to 
become a part of the permanent records of the Office, and § 1.52(b) 
sets forth the paper standard requirements for the application 
(specification, including the claims, drawings, and oath or decla- 
ration) or a reexamination proceeding where applicable and any 
amendments or corrections to the application or proceeding. 
Papers making up the application or proceeding where applicable 
or an amendment or correction to the application or proceeding 
must meet the requirements of §§ 1.52(a) and (b), but papers 
submitted for the record that do not make up the application (e.g., 
a declaration under § 1.132) or proceeding need not meet the 
requirements of § 1.52(b). 


Section 1.52(a)(5) provides that for papers not in compliance with 
§ 1.52(a)(1), that applicant must, within a set time period, provide 
appropriate substitute papers. 


Section 1.52(b)(6) is being added to include optional paragraph 
numbering as a basis for the new amendment practice in § 1.121 
and as an aid to transitioning into total electronic filing. The 
amended rule language sets forth a procedure for numbering the 
paragraphs of the specification at the time of filing. This procedure 
will facilitate the entry of amendments by providing a more 
uniform method for identifying paragraphs in the specification to 
be amended, thus overcoming any differences created by word 
processor formatting and pagination variations. 


The paragraph numbering procedure, in the interest of uniformity, 
encourages applicants to use four digit Arabic numerals enclosed 
within square brackets and including leading zeroes as the first 
element of the paragraph. The numbers and brackets should be 
highlighted in bold (e.g., [0001]), and should appear as the first 
part of the paragraph immediately to the right of the left margin. 
Approximately four character spaces should follow the bracketed 
number before the beginning of the actual text of the paragraph. 


A paragraph is defined as a distinct passage, or section, of the 
specification which has unity of meaning. A paragraph shall not 
contain headers or drawings, but may contain nontext elements 
such as tables, mathematical formulae, chemical structures, etc. 
The nontext elements shall not normally, by themselves, be 
considered as paragraphs but must always form part of the 
paragraph, either above, or around, the nontext elements, and 
should not be independently numbered. Any type of list, e.g., a 
bulleted or numbered list, should be treated as part of the 
paragraph around or preceding the list, and should not be inde- 
pendently numbered. Paragraph (or section) headers, such as 
“Description of the Invention” or “Example 3,” are not considered 
part of any paragraph and should not be numbered. 


The procedure for paragraph numbering encourages applicants to 
use any method provided by existing word processing software to 
provide a number as the first element of the paragraph. Handwrit- 
ing of paragraphs numbers while not encouraged will be permitted. 


The Office will neither number the paragraphs or sections of the 
specification, nor accept any instructions from applicants to do the 
same. 


Section 1.52(b)(7) provides that where papers not in compliance 
with §§ 1.52(b)(1) through (b)(5) are submitted, the applicant, 
patent owner, or requester in a reexamination proceeding, after 
notice by the Office, must provide papers that do comply (§§ 
1.52(b)(1) through (b)(5)) within a set time period in the notice. 


Section 1.52(c) is amended to provide that: (1) alterations to the 
application papers must (rather than “should’’) be made before the 
oath or declaration is signed; (2) a substitute specification (§ 
1.125) is required if the application papers do not comply with § 
1.52(a) and (b) due to interlineations, erasures, cancellations or 
other alterations of the application papers; and (3) if an oath or 
declaration is a copy of the oath or declaration from a prior 
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application, the application for which such copy is submitted may 
contain alterations that do not introduce matter that would have 
been new matter in the prior application. 


Section 1.52(d) was proposed to provide separately for nonprovi- 
sional applications and provisional applications filed in a language 
other than English. The proposal was not carried forward in the 
instant rulemaking but will be treated in rulemaking relating to 
implementation of the eighteen-month publication provisions of 
the “American Inventors Protection Act of 1999.” See Changes to 
Implement Eighteen-Month Publication of Patent Applications, 
Notice of Proposed Rulemaking, 65 FR 17046, 17964 (April 5, 
2000), 1233 Off. Gaz. Pat. Office 121 (April 25, 2000). 


Section 1.52(e) is amended to itemize the parts of the specification 
that may be submitted on a compact disc, and to specify that a 
compact disc (CD-ROM or CD-R) meeting ISO 9660 format 
standards with ASCII data files is the only acceptable archival 
electronic media for submissions. The Office indicated in the 
Notice of Proposed Rulemaking that submissions on microfiche 
placed a burden on the Office and the applicant. The Office 
indicated that it intended to accept archival electronic media. The 
burden of submitting and processing large biotechnology “Se- 
quence Listing” submissions in paper form can also be avoided 
using archival electronic media. Large tables, common in the 
biotechnology arts but sometimes received in other technologies, 
are now also included among the items that may be submitted on 
acceptable compact discs. Note that these specifications do not 
apply to the computer readable form of Section 1.821(e), which is 
specified therein. 


Section 1.52(e)(1) recites the three types of submissions that are 
acceptable on the compact disc format: (1) computer listings; (2) 
nucleotide and/or amino acid “Sequence Listings”; and (3) large 
tables. 


Section }.52(e)(2) defines which compact disc formatted media the 
Office will accept for the listed submissions: compact disc - 
recordable (CD-Rs) and compact disc - read only memory (CD- 
ROMs). 


Section 1.52(e)(3) set forth the standards that must be used in 
formatting the information on the compacts discs: ASCII and ISO 
9660. Section 1.52(e)(3) also discusses the packaging of the 
compact discs for submission to the Office, and the contents of the 
associated transmittal letter. 


Section 1.52(e)(4) specifies that the two copies of each compact 
disc are required, how the two copies must be labeled, and how the 
Office will treat the compact discs if they are not indeed identical 
(Copy | will be used for processing.). Replacement copies are also 
discussed. 


Section 1.52(e)(5) indicates how the material on the compact discs 
will be incorporated by reference into the specification, by way of 
a statement under § 1.77(b)(4). Section 1.52(e)(5) also provides 
that the Office may require that parts of the specification that were 
submitted on compact disc be resubmitted on paper. Only the 
paper portions of the application will, under our current proce- 
dures, be published, either as published applications or patents. 
The Office can thus require that certain information, such as 
related to an elected species, be submitted in the proper form 
(paper) to be printed. 


Section 1.52(e)(6) indicates the information that shall be placed on 
the labels of the compact discs to help identify them. 


Section 1.52(e)(7) indicates that if a file is unreadable, on the 
compact discs that we have received, the Office will treat that 
information as not having been received. Examples of the types of 
difficulties that render a file unreadable are given: non-standard 
formatting, computer viruses and defective media. The applicant is 
well advised to test that the compact disc can be read by a standard 
office computer and is compliant with Office requirements before 
submission. 
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Comment 20: One comment opposed §§ 1.52(a)(5) and (b)(7) as 
proposed in that the Office would be providing a service that was 
not requested and charging an open-ended fee. 


Response: The comment has been adopted. The rule language has 
been modified to provide for the mailing of a notice of the 
noncompliance, which notice will require the applicant, patent 
owner, or requester in a reexamination proceeding to submit 
compliant papers in reply to the notice within the time period set 
in the notice. The proposed option, allowing the Office to prepare 
compliant papers for a fee, has not been adopted as final. 


Comment 21: One comment suggested that sequence listing be 
exempted from the requirements of § 1.52(b)(2). 


Response: The comment has been adopted. The computer readable 
form requirements of § 1.821(e) have not been modified and an 
exclusion placed in § 1.52(b)(2) for §§ 1.821- 1.825. 


Comment 22: The proposal to encourage the use of paragraph 
numbering first appeared in the Advance Notice in conjunction 
with the replacement paragraph concept as part of Topic 13, and 
was later carried forward in the Notice of Proposed Rulemaking as 
§§ 1.52(b)(6) and 1.121. Strenuous opposition was received to 
paragraph numbering as proposed where a substitute specification 
would be required for amendments to the specification in the 
absence of paragraph numbering. The proposal for paragraph 
numbering is viewed as burdensome and inconsistent with the 
requirements of other countries. 


Response: The comments have been adopted in that the linkage to 
substitute specifications for amendments where paragraph num- 
bering has not been utilized is dropped. Paragraph numbering has 
been retained as an option with no negative consequences if not 
utilized. 


Comment 23: Some of the comments suggested identification of 
paragraphs under § 1.52(b)(6) by page and line number, rather than 
by paragraph numbering. 


Response: This suggestion of requiring identification by page and 
line number could not be adopted and would, in fact, be unwork- 
able as a transition into electronic filing since fixed pages do not 
exist in documents created on a computer. Page and line number- 
ing are affected by font size, line spacing and formatting and can 
vary between different hardware and software components. Once 
each paragraph has been individually identified and tagged with a 
number, however, all future processing of the application, whether 
by paper or electronic version, may be done uniformly and 
accurately by both the Office and the applicant. For the time being, 
the concept of having applicants provide numbered paragraphs 
will be encouraged, although still optional. 


Comment 24: One comment suggested that the paragraph num- 
bering should be modified with the left digit in the first paragraph 
number being a “1.” 


Response: While it was not stated why use of a “1” would be 
superior to the format suggested, the rule permits applicants to use 
any numbering system and does not require use of the form 
suggested in § 1.52(b)(6). 


Comment 25: One comment, in addition to opposing the proposal 
under § 1.52(b)(6), suggested that implementation apply only to 
applications filed after publication of the final rule. 


Response: The suggestion is inherently incorporated in the rule, in 
that paragraph numbering is both optional and can only be used 
when an application is first filed. 


Comment 26: The comments regarding § 1.52(e), which were 
generally supportive of the rule, were concerned with the issues of 
alteration of the data and future readability of the electronic media. 


Response: The issue of alteration and changes to the data are of 
great concern to the Office. Accordingly, the only electronic media 
that are permitted under the rule are limited to those that cannot be 
changed or erased. Compact Disc-Read-Write (CD-RW) media 
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which can be erased and rewritten are not allowed under the 
amended rule since they do not satisfy this concern. Another 
concern with CD-RW media is compatibility with existing Office 
hardware since older CD-ROM drives may not be able to read 
CD-RW media. Similarly, the Office is limiting the data format to 
the International Standard [ISO 9660 format containing ASCII data 
files which is supported by all of the major computer operating 
systems and hardware makers. In view of the media types and data 
formats selected, it is expected that the authenticity and reliability 
of Office records should be incontrovertible well into the future. 


Section 1.53: Section 1.53(c)(1) is amended to clearly provide that 
the cover sheet required by § 1.51(c)(1) may be an application data 
sheet (§ 1.76). 


Section 1.53(c)(2) is amended for clarity and to refer to “the 
processing fee set forth in § 1.17(q)” for consistency with the 
amendment to § 1.17(q). 


Section 1.53(d)(4) is amended to eliminate the reference to a 
“petition” under § 1.48 for consistency with the amendment to § 
1.48. Section 1.53(d) is also amended to add a new § 1.53(d)(10) 
to provide a reference to § 1.103(b) for requesting a limited 
suspension of action in a continued prosecution application (CPA) 
under § 1.53(d). 


Section 1.53(e)(2) is also amended to require that a petition under 
§ 1.53(e) be accompanied by the fee set forth in § 1.17(h), 
regardless of whether the application is filed under §§ 1.53(b), 
1.53(c), or § 1.53(d). While provisional applications filed under § 
1.53(c) are not subject to examination under 35 U.S.C. 131 (35 
U.S.C. 111(b)(8)), petitions under § 1.53(e) in provisional appli- 
cations filed under § 1.53(c) are as burdensome as petitions under 
§ 1.53(e) in nonprovisional applications filed under § 1.53(b) or § 
1.53(d). Therefore, it is appropriate to charge the petition fee set 
forth in § 1.17(h) for petitions under § 1.53(e) in applications filed 
under § 1.53(c), as well as for applications filed under § 1.53(b), 
or § 1.53(d). 


Sections 1.53(f) and (g) are amended for clarity and to include a 
reference to “or reissue” in the paragraph heading to clarify that 
the provisions of § 1.53(f) apply to all nonprovisional applications, 
which include continuation, divisional, and continuation-in- part 
applications, as well as reissue applications and continued pros- 
ecution applications. 


Section 1.53(f) is also amended to provide that if applicant does 
not pay one of either the basic filing fee or the processing and 
retention fee set forth in § 1.21(1) during the pendency of the 
application (rather than within one year of the mailing of a Notice 
to File Missing Parts of Application), the Office may dispose of the 
application. The former one-year period in § 1.53(f) for submitting 
the processing and retention fee confused applicants into believing 
that a continuing application could be filed anytime within that 
one-year period. This resulted in a lack of copendency (and the 
loss of benefits under 35 U.S.C. 120) when the prior application 
became abandoned for failure to timely reply to a Notice to File 
Missing Parts of Application and a “continuing” application was 
not filed until the end of the former one-year period in § 1.53(f) 
and after the expiration of the period for reply to the Notice to File 
Missing Parts of Application. 


The new timeframe for submission of an application retention fee 
under § 1.53(f)(5S) will be applicable to all applications filed on or 
after sixty days after the date of publication in the Federal Register. 


Section 1.55: Section 1.55(a)(2)(iv) is amended to refer to “the 
processing fee set forth in § 1.17(i)” for consistency with the 
amendment to § 1.17(h) and (i). See discussion of the amendment 
to § 1.17. 


Sections 1.55(a)(2)(i) through (iii) clarify the current Office 
practice concerning when the claim for priority and the certified 
copy of the foreign application specified in 35 U.S.C. 119(b) must 
be filed. Specifically, § 1.55(a)(2)(i) clarifies current Office prac- 
tice. In an application filed under 35 U.S.C. 111(a), the Office 
requires the claim for priority and the certified copy of the foreign 
application to be filed before a patent is granted. Section 
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1.55(a)(2)(ii) clarifies current Office practice. In an application that 
entered the national stage of an international application after 
compliance with 35 U.S.C. 371, the time limits set in the PCT and 
the Regulations under the PCT control the time limit for making 
the claim for priority, while the certified copy of the foreign 
application must be filed before the patent is granted if the certified 
copy was not filed in accordance with the PCT and the Regulation 
under the PCT. Section 1.55(a)(2)(iii) clarifies current Office 
practice.The Office may require both the claim for priority and 
certified copy of the foreign application be filed at an earlier time 
than in §§ 1.55(a)(2)(i) or 1.55(a)(2)(ii) under certain enumerated 
circumstances. 


Section 1.55(a)(2)(iv) provides that priority claims and documents 
may be submitted after payment of the issue fee but before the 
patent is granted (published), however, no further review by the 
Office other than placement in the application file will occur at that 
time.Thus, it is now difficult for the Office to match a petition 
containing a priority claim or certified priority document filed after 
payment of the issue fee with an application file, and determine 
whether the applicant has met the conditions of 35 U.S.C. 
119(a)-(d) to make the priority claim, before the date the applica- 
tion will issue as a patent. Nevertheless, it is also undesirable to 
prohibit applicants from filing a priority claim or certified priority 
document between the date the issue fee is paid and the date a 
patent is issued. Therefore, the Office will permit applicants to file 
a priority claim or certified priority document (with the processing 
fee set forth in § 1.17(i)) between the date the issue fee is paid and 
the date a patent is issued. The Office will, however, merely place 
such submission in the application file but will not attempt to 
determine whether the applicant has met the conditions of 35 
U.S.C. 119(a)-(d) to make the priority claim nor include the 
priority claim information in the text of the patent. In such a 
situation, the patent will not contain the priority claim information. 
The patentee may request a certificate of correction under 35 
U.S.C. 255 and § 1.323 and a determination of entitlement for such 
priority will be made after the patent is granted. 


Comment 27: One comment requested that it be clarified that a 
claim of priority and documents filed after payment of the issue 
fee, but before the patent issues, will not be reviewed by the Office, 
and that a determination of priority entitlement will be made upon 
issuing a certificate of correction. 


Response: The comment has been adopted and the proposed 
language of § 1.55(a)(2)(iv) modified. 


Comment 28: Two comments have suggested that one fee of $130 
rather than two fees, one under § 1.55(a) and one under § 1.323, 
would be more appropriate. At least the Office should propose to 
reduce the § 1.55(a) fee in that the Office is no longer doing a 
substantive review. One of the comments suggested that a proce- 
dure should be set up to issue the certificate of correction 
(automatically) after the patent issues based on the previously 
received § 1.55(a) submission (rather than require patentee to send 
in a subsequent request for a certificate of correction). 


Response: The comments are not adopted. Applicants may of 
course submit a § 1.323 certificate of correction at the same time 
the § 1.55(a) submission is submitted, but any procedure that 
would have the Office automatically later treat a § 1.55(a) 
submission as a certificate of correction is not workable. It is 
unlikely that a § 1.55(a) submission would be routinely recognized 
as triggering a need for the Office to issue a certificate of 
correction. Moreover, even if such recognition initially occurred 
when the § 1.55(a) submission were received, the required lapse of 
time between the § 1.55(a) submission and whatever time after 
publication that the certificate of correction would then be acted 
upon may cause the need to issue a certificate of correction to be 
overlooked. Both the processing of the § 1.55(a) submission and 
the § 1.323 submission generate significant costs for the Office, 
which costs must be recovered. A single fee would not be sufficient 
to recover the total cost for both treatment of the § 1.55(a) 
submission and the issuance of the § 1.323 certificate of correc- 
tion. It should be recognized that “just placing” a paper in a file 
that is in line for printing is not as simple a process as the 
comments would indicate.Associating the paper with the file and 
replacing of the file in the printing queue for the contractor 
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requires many steps by many individuals. The actual processing of 
the paper represents the most significant portion of the cost of the 
prior review process to evaluate the priority claim. 


Comment 29: One comment suggested that the proposed change 
would negatively impact predictability of the effective filing date 
of issued patents where a request for a certificate of correction is 
not submitted. It is believed that it is better for the Office to 
continue to review the claims for priority submitted after payment 
of the issue fee rather than shift the burden to anyone reviewing the 
file history where a certificate of correction has not been requested. 


Response: The comment is not adopted. Absent issuance by the 
Office of a certificate of correction, patentee cannot rely upon a 
foreign priority date. While it is true that the public would not 
know whether patentee will ever file a certificate of correction to 
obtain a priority claim (there is no time limit under § 1.323), that 
was also true under previous practice. Even though previous 
practice permitted a determination of the right to priority before 
issuance, a patentee could request and the Office would issue a 
certificate of correction after issuance (recourse via reissue to 
correct the lack of a priority claim pursuant to Brenner v. State of 
Israel, 400 F.2d 789, 158 USPQ 584 (D.C. Cir. 1968) was not 
required). 


Comment 30: Two comments suggested that the Office consider a 
further rule change in regard to bypass applications (continuations 
of international applications filed under 35 U.S.C. 111(a) and 
claiming benefit of the international application under 35 U.S.C. 
365(c), rather than as national stage applications) that would 
permit the use of a photocopy of the foreign priority document that 
has been sent by the International Bureau to the Office as a 
Designated or Elected Office under the PCT. It is argued that the 
statute does not specify who must make the certification and that 
therefore the certification can be made and was in fact made when 
the copy of the foreign application was prepared by WIPO (rather 
than the certification being made by country). 


Response: The comments are not adopted. The photocopy received 
from the International Bureau does not constitute a certified copy 
(it is merely a photocopy of the priority application and is not 
certified by WIPO), and would not satisfy the provision that a 
certified copy be provided in applications filed under 35 U.S.C. 
111(a). 35 U.S.C. 119(b) defines how a certified copy must be 
made, which requires that a statement be made by the foreign 
intellectual property authority in which the foreign application was 
filed. The procedure suggested by the comment would not meet 
this definition. In addition, the copy of the priority application 
communicated by the International Bureau is placed in a folder 
and is not assigned a U.S. application number unless the national 
stage is entered. Such folders are disposed of if the national stage 
is not entered. Therefore, such copies may not be available if 
needed later in the prosecution of a continuing application. 
Accordingly, the priority documents in folders of international 
applications which have not entered the national stage may not be 
relied on. 


Section 1.56: Section 1.56 is amended to add a new § 1.56(e) to 
provide that in any continuation-in-part application, the duty under 
§ 1.56 includes the duty to disclose to the Office all information 
known to the person to be material to patentability which became 
available between the filing date of the prior application and the 
national or PCT international filing date of the continuation-in-part 
application. Section 1.63(e) (second sentence) formerly required 
that the oath or declaration in a continuation-in-part application 
acknowledge that the duty under § 1.56 includes the duty to 
disclose to the Office all information known to the person to be 
material to patentability (as defined in § 1.56(b)) which became 
available between the filing date of the prior application and the 
national or PCT international filing date of the continuation-in-part 
application. Thus, the examiner must object to an oath or decla- 
ration in a continuation-in-part that does not contain this statement. 
By amending § 1.56 to expressly provide that the duty under § 
1.56 includes this duty, an acknowledgment of the duty of 
disclosure under § 1.56 is an acknowledgment of this duty in a 
continuation-in-part application, and an express statement to that 
effect in the oath or declaration will no longer be required (§ 
1.63(e) is also amended by deletion of the second sentence). 
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Comment 31: Two comments stated that the purpose of the 
language, proposed to no longer be required in the § 1.63 
oath/declaration, is to remind inventors who must sign the docu- 
ment of their duty in regard to continuation-in-part applications. 
The presence of such information in § 1.56 would not put on notice 
an inventor in the same manner as if it appeared in the oath/ 
declaration. 


Additionally, there does not appear to be more reason to add such 
a provision to § 1.56 since § 1.56 does not include other reminders 
about the duty of disclosure such as public use or sale, or, indeed, 
every other provision regarding a form of prior art. 


Response: The comments are adopted to the limited extent 
indicated. Where a practitioner believes that there is an educational 
purpose to be served from the appearance of such language in an 
oath/declaration, the practitioner is free to provide the inventors an 
oath/declaration form that contains such language. Declarations 
that do not contain such an informational reminder, however, will 
no longer be treated as informal with a new declaration required. 
In view of the expressed concern that the language should be 
present in a declaration, the Office will continue to supply § 1.63 
forms containing the language being deleted as a § 1.63(e) 
requirement. The Office’s Standard Declaration form (PTO/SB/01) 
will be modified to move the continuation-in-part language relat- 
ing to information that became available between the filing date of 
a prior application and the filing date of an instant (continuing) 
application from page 2 to page |. (The current placement of the 
continuation-in-part language on page 2 is in a portion of the 
Standard Declaration form that requires completion by the appli- 
cant as to continuing data. If such portion were not completed, it 
is unclear whether the averment concerning continuation- in-part 
applications actually serves any purpose. By placing the continu- 
ation-in-part language on page 1, where it would not be dependent 
on completion of a portion of the form relating to continuing date, 
the averment will automatically be made upon execution of the 
form). 


Section 1.58: Section 1.58(b) is specifically added to provide for 
placing very large tables on archival electronic media rather than 
in a paper specification, with the additional requirement that the 
information, including chemical and mathematical symbols, be 
positioned to maintain their intended meaning. See, for example, 
§§ 1.96(c) and § 1.821(c). Tables convey information by the 
arrangement of the data in the table: rows and columns must line 
up. Formulae also rely on character position for their meaning- 
.Data must be submitted under the amended rule properly posi- 
tioned, in ASCII encoding, with no proprietary formats allowed. 
Very limited special formatting characters are found in ASCII so 
that it is necessary for the information to be arranged using only 
ASCII characters in a manner that retains the spatial arrangement 
of the data. The intent is that the tables and formulae will display 
properly when viewed with a text viewer. Great care must be 
exercised in preparing any such tables since any amendments to 
correct lost formatting may convey previously undisclosed subject 
matter and be considered new matter. 


Section 1.59: Section 1.59(b) is amended to refer to “the fee set 
forth in § 1.17(h)” for consistency with the amendment to §§ 
1.17(h) and (i). See discussion of the amendment to § 1.17. 


Section 1.63: Section 1.63 is amended for clarity and simplicity. 
Specifically, § 1.63(a) is amended to provide that an oath or 
declaration filed under § 1.51(b)(2) as a part of a nonprovisional 
application must: (1) be executed (i.e., signed) in accordance with 
either § 1.66 or § 1.68 (§ 1.63(a)(1)); (2) identify each inventor by 
full name (§ 1.63(a)(2)); (3) identify the country of citizenship of 
each inventor (§ 1.63(a)(3)); and (4) state that the person making 
the oath or declaration believes the named inventor or inventors to 
be the original and first inventor or inventors of the subject matter 
which is claimed and for which a patent is sought (§ 1.63(a)(4)). 


Section 1.63(a)(1) clarifies that there is no minimum age require- 
ment for the person signing the oath or declaration, but rather that 
the person signing must be competent to understand what is being 
signed. 
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Section 1.63(b) is amended to provide that in addition to meeting 
the requirements of § 1.63(a), the oath or declaration must also: (1) 
identify the application to which it is directed; (2) state that the 
person making the oath or declaration has reviewed and under- 
stands the contents of the application, including the claims, as 
amended by any amendment specifically referred to in the oath or 
declaration; and (3) state that the person making the oath or 
declaration acknowledges the duty to disclose to the Office all 
information known to the person to be material to patentability as 
defined in 1.56.These requirements were formerly located at §§ 
1.63(a)(2), (b)(1), and (b)(3). 


Section 1.63(c) provides that an applicant may provide identifying 
information either in an application data sheet (§ 1.76) or in the 
oath or declaration. Permitting applicants to provide such identi- 
fying information in an application data sheet (rather than in the 
oath or declaration) should result in: (1) an increase in the use of 
application data sheets; and (2) a decrease in the need for 
supplemental oaths or declarations (providing omitted informa- 
tion) for applications in which an application data sheet was 
submitted. Note:when one of the inventors needs to update 
information, such as residence, the single inventor is not a party 
authorized by § 1.33(b) to submit a paper. The inventor may 
complete a new data sheet relating only to information concerning 
that inventor, but it must be submitted by an appropriate party 
according to § 1.33(b). The amendment to § 1.63(c)(1) has 
replaced “post office address” with “mailing address” to avoid the 
confusion of some applicants who do not understand that the use 
of “post office address” was intended to mean the “mailing 
address” (instead believing a post office box was required), which 
is seen as a plainer way of stating the requirement. The require- 
ment for a mailing address is equivalent to the requirement for post 
office address, and therefore the same information supplied for the 
post office address may continue to be supplied for the mailing 
address (see also the discussion of § 1.76(a)(3)). Accordingly, 
information relating to where applicant normally receives mail is 
acceptable if identified under the prior § 1.63(a)(3) (that used the 
expression post office address) as the mailing address, or if 
identified under the current § 1.63(c)(1) (reciting mailing address) 
as the post office address. 


Section 1.63(e) is amended to eliminate the requirement that an 
oath or declaration in a continuation-in-part application state that 
the person making the oath or declaration also acknowledge that 
the duty under § 1.56 includes the duty to disclose to the Office all 
information known to the person to be material to patentability (as 
defined in 1.56(b)) which became available between the filing date 
of the prior application and the national or PCT international filing 
date of the continuation-in-part application. See discussion of the 
amendment to § 1.56(e). 


Comment 32: One comment appears to object to a change made in 
§ 1.63(c)(2) (replacing “post office address” with “mailing ad- 
dress”) and apparently wishes to have “residence” further defined 
in the rule either in terms of city, and state, or foreign country, or 
not required at all. It is argued that terms such as residence are 
confusing to inventors based on the different types of geographic 
areas that exist throughout the world. 


Response: The comments are not adopted. The change from “post 
office address” to “mailing address” was made in view of many 
queries relating that an inventor does not have a “post office box.” 
As is recognized in the comment, residence has a variable identity 
depending on where one resides. It is not practical to attempt to 
identify the residence by rule language. Rather, the MPEP will 
continue to be relied upon for further definition, particularly as the 
Office believes it is desirable to retain a requirement that the 
inventor’s residence be identified. 


Section 1.64: Section 1.64 is amended to also refer to any 
supplemental oath or declaration (§ 1.67). In addition, § 1.64(b) is 
amended to provide that if the person making the oath or 
declaration is the legal representative, the oath or declaration shall 
state that the person is the legal representative and shall also state 
the citizenship (pursuant to 35 U.S.C. 115 and 117), residence and 
mailing address of the legal representative. 
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The deletion of the § 1.44 proof requirement for the legal 
representative of §§ 1.42 and 1.43 will be effective on the date of 
publication in the Federal Register with 1.64 as to all pending 
papers under 1.42 and 1.43 that have not had the proof requirement 
satisfied. 


Section 1.67: Section 1.67(a) is amended to create §§ 1.67(a)(1) 
through (a)(4). Section 1.67(a) is amended to refer to § 1.162. 
Deficiencies or inaccuracies in an oath or declaration may be 
corrected by a supplemental oath or declaration identifying the 
entire inventive entity. The oath or declaration must be signed: by 
all the inventors when the correction relates to all the inventors or 
(§§ 1.42, 1.43, or 1.47) applicants (§ 1.67(a)(1)), or by only those 
inventor(s) or (§§ 1.42, 1.43, or 1.47) applicant(s) to whom the 
correction relates (§ 1.67(a)(2)). A deficiency or inaccuracy 
relating to § 1.63(c) may also be corrected with an application data 
sheet (paragraph (a)(3)). Note: Section 1.67(a)(4) clarifies that the 
party signing the supplemental oath, declaration, or application 
data sheet may be someone other than the party who must submit 
the oath, declaration, or application data sheet pursuant to § 
1.33(a)(2) and (b). Only those parties identified in §§ 1.33(a)(2) 
and (b) are those that may submit a paper notwithstanding who 
may sign the paper to be submitted. See Example 5. 


Example 1: An application was filed with a § 1.63 declaration 
executed by inventors A- C. If it is later determined that the 
citizenship of inventor C was in error, a supplemental declaration 
identifying inventors A-C may be signed by C alone correcting C’s 
citizenship and submitted pursuant to § 1.33. 


Example 2: Same as example 1, but it is later determined that the 
1.56 clause was omitted. A new declaration would be required by 
each of inventors A-C with each declaration identifying the entire 
inventive entity. If separate declarations had been executed by 
each of the inventors and the 1.56 clause had been omitted only by 
the declaration by B, then only B would need to execute a new 
declaration identifying the entire inventive entity. 


Example 3: An application was filed by inventors A, B, and the 
legal representative of deceased inventor C. It is later determined 
that an error was made in the citizenship of C.A supplemental 
declaration identifying A and B as the inventors would be required 
to be signed by the legal representative of C alone correcting C’s 
citizenship and submitted pursuant to § 1.33. 


Example 4: An application is filed by inventors A and B with an 
executed declaration. If it is later determined that an error exists in 
the mailing address of B, either a supplemental declaration may be 
signed by B and submitted pursuant to § 1.33(b), or an application 
data sheet pursuant to 1.76 containing only a change in B’s mailing 
address may be submitted pursuant to § 1.33(a)(2) (the supple- 
mental application data sheet need contain no more than B’s name 
and the (new) mailing address of B. 


Example 5: Inventor C (of inventors A-C) seeks to correct his/her 
residence and completes a supplemental application data sheet. 
The sheet signed only by inventor C must be submitted by all 
inventors (e.g., signing a cover letter), or by a registered practi- 
tioner acting on behalf of all the inventors. 


Section 1.67(c) is deleted as unnecessary because it simply 
reiterates other provisions of the patent rules of practice. If the 
application was altered after the oath or declaration was signed 
(except as permitted by§ 1.52(c)), § 1.52(c) requires a supplemen- 
tal oath or declaration under § 1.67. If the oath or declaration was 
signed in blank (while incomplete), without review thereof by the 
person making the oath or declaration, or without review of the 
specification, including the claims, the oath or declaration does not 
meet the requirements of § 1.63. In this situation, § 1.67(a) 
requires a supplemental oath or declaration. 


Comment 33: Two comments requested: (1) identification of the 
“deficiencies or inaccuracies” present in an oath or declaration for 
which a supplemental oath or declaration may be submitted to 
correct, and (2) clarification as to what is intended by the language 
“an applicant other than the inventor” who may file a supplementai 
oath ordeclaration. 
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Response: The comments have been adopted. The language of § 
1.67(a) has been amended to: (1) specify that the deficiencies or 
inaccuracies that may be corrected by a supplemental oath or 
declaration by fewer than all of the inventors are those deficiencies 
or inaccuracies that relate only to the inventor(s) or applicant 
making the supplemental oath or declaration, and (2) clarify that 
the applicants other than the inventor who may file a supplemental 
oath or declaration are applicants under §§ 1.42, 1.43, or § 1.47. 
The deficiencies or inaccuracies that may be corrected by the 
language of the supplemental oath or declaration rule include all 
information previously omitted or erroneously supplied by the 
inventors or applicants so long as all the parties to which the 
omission or error pertained make the supplemental oath or 
declaration. 


Section 1.72: Section 1.72(a) is amended to state “[u]nless the title 
is supplied in an application data sheet (§ 1.76)” to clarify that the 
title is not requested to be a heading on the first page of the 
specification if supplied in an application data sheet. 


Section 1.72(b) is amended to provide that “[t}he abstract in an 
application filed under 35 U.S.C. 111 may not exceed 150 words 
in length” to harmonize with PCT guidelines. 


Comment 34: One comment requested that the title should still be 
required to be placed on the specification (rather than permitting it 
only in the application data sheet) so that the specification can be 
identified in the oath or declaration being executed by the 
inventors.The title on the application data sheet will not serve this 
important purpose. 


Response: The comment is not adopted. The use of a title has never 
been a requirement (under the previous version of § 1.72 or the 
currently amended version). To the extent that practitioners feel an 
important identification purpose is served by supplying a title on 
the specification, they may continue to do so as the amended rule 
does not prohibit its presence on the specification even if it is 
supplied in the application data sheet. Section 1.77(b)(1) indicates 
that the title of the invention may be part of the specification 
whether or not it is supplied in the application data sheet of § 1.76. 
It should be noted that § 1.76(a) makes the application data sheet 
part of the application, and the presence of the title only on the 
application data sheet submitted with the specification can serve as 
an identification of the application for a later submitted oath or 
declaration under § 1.63. 


Section 1.76: A new § 1.76 is added to provide for the voluntary 
inclusion of an application data sheet in provisional and nonpro- 
visional applications. A guide to preparing an application data 
sheet (Patent Application Bibliographic Data Entry Format) can be 
found on the Office’s Web site “http: www.uspto.gov” by clicking 
on “Patents” then in the “Applications” column, click on “Print- 
EFS.” In addition to an authorizing guide in two formats, there are 
also instructions for downloading the needed PrintEFS software, 
and frequently asked questions about this software. 


Section 1.76(a) explains that: (1) an application data sheet is a 
sheet or set of sheets containing bibliographic data, which is 
arranged in a format specified by the Office; and (2) when an 
application data sheet is provided in a provisional or nonprovi- 
sional application, the application data sheet becomes part of the 
provisional or nonprovisional application. While the use of an 
application data sheet is optional, the Office prefers its use to help 
facilitate the electronic capturing of this important data. The data 
that is suggested to be supplied by way of an application data sheet 
can also be provided otherwise (and the Office is considering 
providing an attachment form to the application transmittal form), 
but it is to applicant’s advantage to submit the data via an 
application data sheet. To help ensure that the Office can, in fact, 
electronically capture the data, the Office specifies a particular 
format to be used (but does not provide an application data sheet 
paper form). Electronic capture of the information from the 
application data sheet coupled with automated entry into Office 
records is quicker and more accurate than the current practice of 
manually extracting the information from numerous documents in 
the application file. 
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Applicants benefit from their use of application data sheets as the 
Office will electronically capture the data provided by application 
data sheets and, in return, provide applicants with more accurate 
filing receipts and published applications. Electronic capture of the 
application data sheet information by scanning occurs at the same 
time that the application papers are scanned during initial process- 
ing. Accordingly, for applicant to obtain the maximum benefit 
from use of an application data sheet, it should be submitted with 
the application when it is filed. Application data sheets or 
supplemental application data sheets submitted after the applica- 
tion is filed will have their information captured by operators 
manually keying in the information from the application data 
sheets or supplemental application data sheets. 


Section 1.76(b) provides that bibliographic data as used in § 
1.76(a) includes:(1) applicant information; (2) correspondence 
information; (3) application information; (4) representative infor- 
mation; (5) domestic priority information; and (6) foreign priority 
information. Section 1.76(b) also reminds applicants that the 
citizenship of each inventor must be provided in the oath or 
declaration under § 1.63 (as is required by 35 U.S.C. 115) even if 
this information is provided in the application data sheet. 


Applicant information includes the name, residence, mailing 
address, and citizenship of each applicant (§ 1.41(b)). The name of 
each applicant must include the family name, and at least one 
given name without abbreviation together with any other given 
name or initial. If the applicant is not an inventor, this information 
also includes the applicant’s authority (§§ 1.42, 1.43, and 1.47) to 
apply for the patent on behalf of the inventor. The recitation of 
“mailing address” reflects the replacement of “post office address” 
with “mailing address” in § 1.63(c). What has been previously 
submitted to meet the requirement for a post office address may 
continue to be submitted to meet the requirement for a mailing 
address. The change in terminology is not a change in the type of 
information to be supplied but is an attempt to respond to 
applicants’ confusion thinking post office address required them to 
have a post office box (see discussion related to § 1.63(c)(1) and 
Response to Comment 32, above). 


Correspondence information includes the correspondence address, 
which may be indicated by reference to a customer number, to 
which correspondence is to be directed (see § 1.33(a)). 


Application information includes the title of the invention, a 
suggested classification by class and subclass, the Technology 
Center to which the subject matter of the invention is assigned, the 
total number of drawing sheets, a suggested drawing figure for 
publication (in a nonprovisional application), any docket number 
assigned to the application, and the type of application (e.g., utility, 
plant, design, reissue, provisional). Application information also 
includes whether the application discloses any significant part of 
the subject matter of an application under a secrecy order pursuant 
to § 5.2 of this chapter (see § 5.2(c)). For plant applications, 
application information also includes the Latin name of the genus 
and species of the plant claimed, as well as the variety denomi- 
nation. 


Although the submission of the information related to a suggested 
classification and Technology Center is desired for both provi- 
sional and nonprovisional applications, the Office shall not be 
bound to follow such information if submitted, as the Office shall 
continue to follow its present procedures for classifying and 
assigning new applications.Similarly for the suggested drawing 
figure, the Office may decide to print another figure on the front 
page of any patent issuing from the application. 


Application information also includes information about provi- 
sional applications, particularly their class and subclass, and the 
Technology Center. The receipt by the Office of provisional 
applications is now up to around 70,000 per year. Provisional 
applications are not examined or even processed (e.g., having a 
class and subclass assigned or being forwarded to a Technology 
Center). Even though provisional applications are not examined, 
the Technology Center and the class and subclass, if known to 
applicants, would be of benefit to the Office in giving an indication 
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of where nonprovisional applications may be eventually received 
in the Office and their technologies so that the Office will be better 
able to plan for future workloads. 


Section |.76(b)(3) also requests that the plant patent applicant state 
the Latin name and the variety denomination for the plant claimed. 
The Latin name and the variety denomination of the claimed plant 
are usually included in the specification of the plant patent 
application, and will be included in any plant patent or plant patent 
application publication if included in an application data sheet or 
patent application. The Office, pursuant to the “International 
Convention for the Protection of New Varieties of Plants” (gener- 
ally known by its French acronym as the UPOV convention), has 
been asked to compile a database of the plants patented and the 
database must include the Latin name and the variety denomina- 
tion of each patented plant. Having this information in separate 
sections of the plant patent will make the process of compiling this 
database more efficient. 


Representative information includes the registration number ap- 
pointed with a power of attorney or authorization of agent in the 
application (preferably by reference to a customer number). 


Section 1.76(b)(4) states that providing this information in the 
application data sheet does not constitute a power of attorney or 
authorization of agent in the application (see § 1.34(b)). This is 
because the Office does not expect the application data sheet to be 
executed (signed) by the party (applicant or assignee) who may 
appoint a power of attorney or authorization of agent in the 
application. 


Domestic priority information includes the application number 
(series code and serial number), the filing date, the status (includ- 
ing patent number if available), and relationship of each applica- 
tion for which a benefit is claimed under 35 U.S.C. 119(e), 120, 
121, or 365(c). Section 1.76(b)(5) states that providing this 
information in the application data sheet constitutes the specific 
reference required by 35 U.S.C. 119(e) or 120. While the patent 


rules of practice (§ 1.78(a)(2) or § 1.78(a)(4)) formerly required 
that this claim or specific reference be in the first line of the 
specification, the relevant patent statute is broader and only 
requires that a claim to the benefit of (specific reference to) a prior 
provisional (35 U.S.C. 119(e)(1)) or a prior nonprovisional (35 
U.S.C. 120) application be in the application which is making the 
priority claim. Since the application data sheet, if provided, is 
considered part of the application, the specific reference to an 
earlier filed provisional or nonprovisional application in the 
application data sheet satisfies the “specific reference” requirement 
of 35 U.S.C. 119(e)(1) or 120, and it also complies with 1.78(a)(2) 
or § 1.78(a)(4) of this part, which sections are also correspond- 
ingly revised in this final rule to accept a specific reference in an 
application data sheet. Thus, a specific reference does not other- 
wise have to be made in the specification, such as in the first line 
of the specification. If continuity data is included in an application 
data sheet, but not in the first sentence of the specification, the 
continuity data to be set forth in the first line of the patent will be 
taken from the application data sheet. Section 1.76(b)(5)does not 
apply to provisional applications. 


Foreign priority information includes the application number, 
country, and filing date of each foreign application for which 
priority is claimed, as well as any foreign application having a 
filing date before that of the application for which priority is 
claimed. Section 1.76(b)(6) states that providing this information 
in the application data sheet constitutes the claim for priority as 
required by 35 U.S.C. 119(b) and 1.55(a). The patent statute (35 
U.S.C. 119(b)) does not require that a claim to the benefit of a prior 
foreign application take any particular form. Section 1.76(b)(6) 
does not apply to provisional applications. 


Section 1.76(c)(1) provides that supplemental application data 
sheets may be subsequently supplied prior to payment of the issue 
fee to either correct or update information in a previously 
submitted application data sheet, or an oath or declaration under §§ 
1.63 or 1.67, except that inventorship changes are governed by 
1.48.correspondence changes are governed by § 1.33(a), and 
citizenship changes are governed by § 1.63 or § 1.67. Section 
1.76(c\(2) provides that supplemental application data sheets 
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should indicate the information that is being supplemented, and 
therefore they need not contain information previously supplied 
that has not changed. Submission of a supplemental application 
data sheet containing all the information previously supplied as 
well as new or updated information without identifying the 
changes would be harder for the Office to process as the supple- 
mental application data sheets will not be scanned but captured 
manually. 


Section 1.76(d) provides for resolution between inconsistencies 
between information that is supplied by both an application data 
sheet and the oath or declaration under §§ 1.63, or 1.67. 


Section 1.76(d))(1) provides that the latest submitted information 
will govern notwithstanding whether supplied by an application 
data sheet or by an oath or declaration under § !.63, or 1.67. 


Section 1.76(d)(2) provides that the information in the application 
data sheet will govern when the inconsistent information is 
supplied at the same time by a § 1.63 or § 1.67 oath or declaration. 
This is because the application data sheet (and not the oath or 
declaration) is intended as the means by which applicants will 
provide most information to the Office that will be captured by 
scanning to avoid manual input of data. The Office does not wish 
to check two documents (the application data sheet and the 
oath/declaration) for the same piece of information, or to auto- 
matically correct the data when the oath or declaration is incon- 
sistent with the application data sheet. In the smal! number of 
instances where an oath or declaration under § 1.63 or § 1.67 has 
more accurate information than a concurrently supplied applica- 
tion data sheet (§ 1.76(d)(2)), a supplemental (corrected) applica- 
tion data sheet should be submitted to conform the information 
presented by the data sheets with the correct information in the 
oath or declaration (§ 1.76(d)(1)). Alternatively, an oath or 
declaration under §§ 1.63, 1.67 (§ 1.76(d)(1)), or a letter pursuant 
to § 1.33(b) can be used. (See also § 1.76(d)(4)), below.) 


For example, if an application is filed with an application data 
sheet improperly identifying the residence of one of the inventors, 
inventor B, and an executed § 1.63 declaration setting forth the 
correct but different residence of inventor B, the Office will 
capture the residence of inventor B found in the application data 
sheet as the residence of B, and include it in the filing receipt. If 
applicant desires correction of the residence, applicant should 
submit a supplemental application data sheet under § 1.76(c), with 
the name of inventor B and the corrected residence for inventor B. 


For inconsistencies between an application data sheet and an oath 
or declaration under § 1.63 or § 1.67 exceptions are made by 
reference to§ 1.76(d)(3) in §§ 1.76(d)(1) and (d)(2) for the naming 
of inventors (§ 1.41(a)(1)) and setting forth their citizenship (35 
U.S.C. 115). If different inventors are listed on the application data 
sheet than are named in the oath or declaration for the application, 
the inventors named in the oath or declaration are considered to be 
the inventors named in the patent application. Any change in the 
inventorship set forth in the oath or declaration under § 1.63 must 
be by way of petition under § 1.48(a) notwithstanding identifica- 
tion of the correct inventive entity in an application data sheet or 
supplemental application data sheet. Similarly, if the oath or 
declaration under § 1.63 incorrectly sets forth the citizenship of 
one of the inventors, that inventor must submit a § 1.67 supple- 
mental oath or declaration with the correct citizenship notwith- 
standing the correct identification of the citizenship in an applica- 
tion data sheet or supplemental application data sheet. 


Section 1.76(d)(4) clarifies the Office’s intent to rely upon infor- 
mation supplied in the application data sheet over an oath or 
declaration even where the type of information supplied (citizen- 
ship, inventorship) is governed by the oath or declaration accord- 
ing to statute (35 U.S.C. 115) or other rule (§ 1.41(a)(1)). Where 
the oath or declaration under § 1.63 or § 1.67 contains the correct 
information regarding inventors or their citizenship and the appli- 
cation data sheet does not, even though the oath or declaration 
governs pursuant to § 1.76(d)(3), the information on the applica- 
tion data sheet must be corrected by submission of a request that 
the Office recapture the information and a supplemental applica- 
tion data sheet, or an oath or declaration under §§ 1.63 or 1.67, or 
a letter pursuant to § 1.33(b) showing the correct information. 
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For example, if an application is filed with an application data 
sheet correctly setting forth the citizenship of inventor B, and an 
executed § 1.63 declaration setting forth a different incorrect 
citizenship of inventor B, the Office will capture the citizenship of 
inventor B found in the application data sheet. Applicant, however, 
must submit a supplemental oath or declaration under § 1.67 by 
inventor B (a supplemental application data sheet or letter pursuant 
to § 1.33(b) cannot be used) setting forth the correct citizenship 
even though it appears correctly in the application data sheet. If, 
however, the error was one of residence, no change would be 
required (§ 1.76(d)(2)). 


Nothing in 1.76 is intended to change the practice in MPEP 201.03 
regarding correction of a typographical or transliteration error in 
the spelling of an inventor’s name whereby all that is required is 
notification of the error to the Office. Such notification should be 
done by filing an application data sheet or a supplemental data 
sheet, but may continue to be done by filing a simple statement, 
such as by a practitioner, and a supplemental oath or declaration is 
not required. 


Comment 35: One comment opposed the proposal if use of the 
optional data sheet by the public is being motivated by the Office’s 
plans for some future electronic program. 


Response: The comment is not adopted. The driver for the optional 
application data sheet is the expectation that once such information 
is supplied in a standard format the Office will currently be able to 
process the data more accurately. The benefits applicants will 
receive by its use is not dependent upon an electronic filing or an 
electronic file wrapper but will accrue both in the issuance of a 
more accurate filing receipt, and on publication of an application 
with fewer errors. 


Comment 36: One comment suggested that the application data 
sheet provide an entry option for applicant to identify the appro- 
priate Art Unit for examination of the application and that the 
Office honor such identification. There is apparently some concern 
that the Office will attempt to minimize the granting of patent term 
adjustment for delays in the 14 months to first Office action or 
other delays by assigning applications for examination to Art Units 
with entirely foreign technology but small docket loads. 


Response: The suggestion to include additional information in the 
application data sheet is adopted, although an application data 
sheet format requesting such information may not be available 
when this rule becomes effective. The application data sheet is not 
a (paper) form but an electronic format provided to applicants by 
the Office. Since Office information systems are designed for 
information on the application data sheet to be arranged in a 
certain sequence, redesigning the electronic format is more labor 
intensive and expensive than redoing a paper form, and a revised 
application data sheet electronic format, which has a place for such 
information, will be made available in due course.The Office will 
accept such information if separately provided until the revised 
application data sheet format is made available. 


Additionally, there is a distinction between permitting applicants 
to aid in identification of the appropriate Art Unit to examine the 
application and requiring the Office to always honor such identi- 
fication/request, which could lead to misuse by some applicants as 
a means of forum shopping. Even when an applicant’s identifica- 
tion of an Art Unit is appropriate, internal staffing/workload 
requirements may dictate that the application be handled by 
another Art Unit qualified to do so, particularly where the art or 
claims encompass the areas of expertise of more than one Art Unit. 


Section 1.77: Section 1.77(a) is separated into sections 1.77(a) and 
1.77(b). New § 1.77(a) lists the order of the papers in a utility 
patent application, including the application data sheet (see § 
1.76). New § 1.77(b) lists the order of the sections in the 
specification of a utility patent application. Former § 1.77(b) is 
redesignated as § 1.77(c). Section 1.77(b)(4), former § 1.77(a)(6), 
has been amended to provide for a description of the submissions 
of certain parts of the application on compact discs, and their 
incorporation by reference. 
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Section 1.78: Section 1.78(a)(2) is amended to provide that the 
specification must contain or be amended to contain a specific 
reference required by 35 U.S.C. 120 in the first sentence following 
the title, unless the reference is included in an application data 
sheet. 


The ability under § 1.78(a)(2) to provide the specific reference 
under 35 U.S.C. 120 in the application data sheet of § 1.76 and not 
in the first sentence of the specification is effective on the date of 
publication in the Federal Register. 


Section 1.78(a)(4) is amended to provide that the specification 
must contain or be amended to contain a specific reference 
required by 35 U.S.C. 119(e)(1) in the first sentence following the 
title, unless the reference is included in an application data sheet. 
See discussion of § 1.76(b)(5). Section 1.78(a)(4) is additionally 
amended by deletion of the term “copending” as a requirement for 
a nonprovisional application claiming priority to a provisional 
application in view of the “American Inventors Protection Act of 
1999.” 


Section 1.78(c) is amended for consistency with § 1.110 and for 
clarity. 


Section 1.84: Section 1.84 had been proposed to be extensively 
revised to remove provisions that were not necessary for repro- 
ducible drawings, although they did set forth standards for 
drawings that are easy to understand. For example, § 1.84(m), 
shading, was proposed to be deleted because shading is encour- 
aged, but not required for drawings that are understandable and 
reproducible. After careful consideration of the many comments 
concerning drawings, it was decided not to pursue many of the 
proposed amendments.Most comments explained that quality 
drawings are necessary for understanding of the drawings and that 
§ 1.84 should set high standards for drawings. Accordingly, the 
amendments made to § 1.84 are largely either to conform with 
existing practice (i.e., the elimination of the petition requirement 
for black and white photographs), or to clarify the rule (e.g., color 
photographs must meet the requirements of both §§ 1.84(a)(2) and 
1.84(b)(1)). 


The resulting standards set forth in § 1.84 define conditions met by 
quality drawings, and applicants should be mindful of § 1.84 in 
submitting drawings to the Office. Applicants should submit 
quality drawings in order to ensure that any patent application 
publication or patent is printed with quality drawings. The Office’s 
implementation of § 1.84 will include reviewing drawings to 
ensure that what has been submitted can be scanned and has no 
obvious errors, but will not include objecting to drawings merely 
because they could have been drawn more clearly or with more 
suitable views or shading. 


Sections 1.84(a), (a)(2), (b)(1), and (b)(2) are amended to clarify 
that design applications are covered. 


Section 1.84(a)(2) is amended to clarify that color drawings must 
be reproducible in black and white in the printed patent and that a 
petition (with petition fee) is required. The petition must show that 
color drawings are necessary for the understanding of the claimed 
invention. 


Section 1.84(b)(1) is amended to eliminate the requirement for 
three copies of black and white photographs and a petition to 
accept such photographs. Section 1.84(b)(1) is also amended to 
specify that black and white photographs may be accepted where 
photographs are the only practical medium of illustrating the 
claimed invention and to give a list of examples when photographs 
are acceptable. For example, photographs or photomicrographs of 
electrophoresis gels, blots (e.g., immunological, western, southern, 
and northern), autoradiographs, cell cultures (stained and un- 
stained), histological tissue cross sections (stained and unstained), 
animals, plants, in vivo imaging, thin layer chromatography plates, 
crystalline structures, and, in a design patent application, ornamen- 
tal effects, are acceptable. If photographs are submitted where the 
subject matter is capable of illustration by drawing, for example if 
a photograph of a syringe is submitted, the examiner may require 
a drawing. 
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Section 1.84(b)(2) is amended to clarify that both the requirements 
of §§ 1.84(a)(2) and 1.84(b)(1) must be met for color photographs 
to be acceptable. 


Section 1.84(c) is amended to provide that identifying indicia 
should be placed on the front of drawing sheets, in the top margin. 


Section 1.84(j) is amended to provide that one of the views must 
be suitable for publication on the cover page of the printed patent 
as the illustration of the invention. 


Section 1.84(k) is amended to clarify that indications such as 
“actual size” or “scale [O0ab]” on the drawings are not permitted 
since these lose their meaning with reproduction in a different 
format. 


Section 1.84(0) has been reworded for clarity. 


Section 1.84(y) contains text that was previously contained in 
1.84(x). 


27. 


Comment 37: Many comments were received applauding the 
decision of the Office to publish utility and design patents with 
color drawings in color. Some of these comments, however, 
expressed concern that the standard for accepting color drawings 
or color photographs was not clear. 


Response: The plans to publish design and utility applications with 
color drawings in color will not be pursued at this time in order to 
allow the Office’s automation efforts to focus on implementation of 
the eighteen-month publication provisions of the “American In- 
ventors Protection Act of 1999” and filing of applications elec- 
tronically. 


Comment 38: Many comments were received arguing against the 
proposed changes to § 1.84. The comments argued that the 
proposed changes would make drawings harder to understand, 
thereby decreasing the quality of patents, make examination more 
difficult, and make a patent harder to defend and understand. 
Several noted that low standards for patent drawings would result 
in loss of jobs for patent illustrators. Many other comments were 
received supporting the proposed changes, stating that the burden 
to submit quality drawings should be on the applicant and not the 
Office, and that the technical objections made by the Office are a 
waste of time. 


Response: Section 1.84 has largely not been amended as proposed 
in order to have standards for quality drawings in one place and 
not spread out among the rules, the MPEP, and other materials. 
Although the Office has explained the requirements of quality 
drawings in § 1.84, this does not mean that the Office will require 
applicant to submit the best quality drawings possible. It is in 
applicant’s interest that the drawings be of the best possible 
quality. Applicants will be informed by the Office when drawings 
(e.g., informal drawings) are not of the normal publication 
standard. Accordingly, enforcement of § 1.84 will be limited to 
insisting upon drawings that are correct and reproducible. 


Section 1.85: Sections !.85(a) through (c) are amended to remove 
superfluous material. 


Section 1.85(a) is amended to remove the discussion of strict 
enforcement of 1.84 drawing requirements. See the discussion 
under § 1.84. 


Section |.85(c) is amended to make the period for filing corrected 
or formal drawings in reply to a Notice of Allowability a 
nonextendable period. Extensions under §§ 1.136(a) or (b) will no 
longer be permitted. Thus, the time period for submitting the issue 
fee and any corrected or new drawings will be uniform, three 
months from the Notice of Allowability. Any Notice of Allowabil- 
ity that is mailed under the former rule permitting an extension of 
time under § 1.136 may be replied to after the effective date of the 
instant amended rule with the use of a § 1.136 extension of time. 
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Elimination of the § 1.85(c) (and § 1.136) extension of time for 
filing corrected or formal drawings applies only where a Notice of 
Allowability requiring the corrected or formal drawing has been 
mailed on or after sixty days after publication in the Federal 
Register. 


The Office is taking positive steps to make it easier for applicants 
to submit drawings which will be approved. See § 1.84 and the 
change to § 1.85(a). Therefore, the instances where formal 
drawings will be required when the application is allowable will be 
reduced because more drawings will be approved as submitted. 


The elimination of extensions of time, it is hoped, will encourage 
applicants to submit drawings that can be approved as submitted. 
This will not only save applicants from paying for an extension of 
time to correct the drawings (and cause a possible loss of patent 
term adjustment, 35 U.S.C. 154), but will support eighteen-month 
publication of applications that is also instituted by recent statutory 
changes. 


Comment 39: Two comments supported the change to the exten- 
sion of time period. A few comments opposed the change. One 
comment thought it premature to eliminate the extension until such 
time as the Office achieves a goal of four weeks to publication 
from payment of the issue fee. At that point the Office could 
implement not by a rule change but by a statement on the notice of 
allowability. Even then extensions for cause under § 1.136(b) 
should be allowed as in some instances it will be impossible to 
meet the three- month deadline for good reasons. No correspond- 
ing benefit was seen for the change. 


Response: The need to publish application drawings as required by 
eighteen-month publication of applications, rather than the need to 
publish quickly once the issue fee is paid, is a driver for the 
change. This coupled with the changes to § 1.84 will help ensure 
that there are very few drawings that still need correction at the 
time of allowance.Elimination of a need for extensions of time, 
which may result in loss of patent term, coupled with a uniform 
time frame for submission of both issue fee and drawing correc- 
tions will benefit applicants. 


Comment 40: One comment urged that the change should be 
implemented so that requirements for corrections already into 
extensions of time on the date that the rule goes into effect should 
be grandfathered in. 


Response: The comment is adopted. It is intended that the change 
only apply to requirements for corrections issued on or after the 
effective date of the rule. 


Section 1.91: Section 1.91(a)(3)(i) is amended to refer to “[t}he fee 
set forth in § 1.17(h)” for consistency with the changes to § 1.17(h) 
and § 1.17(i). See discussion of changes to § 1.17(h) and § 1.17(i). 


Section 1.96: The Office indicated in the Notice of Proposed 
Rulemaking that the submission of computer program listings on 
microfiche placed a burden on applicants and the Office, and that 
it was considering changes to § 1.96 to permit machine readable 
computer program listings to be submitted on electronic media in 
lieu of microfiche. Section 1.96 is amended to provide for 
voluminous program listings containing over 300 lines of code to 
be submitted on archival electronic media instead of microfiche. 
Section |.96(b) is amended to limit computer program listings that 
may be submitted as drawings or part of the specification to 300 
lines or fewer, with each line comprising 72 or fewer characters. 


Under § 1.96 as amended, any computer program listing may and 
all computer program listings over 300 lines in length (up to 72 
characters per line) must be submitted as a computer program 
listing appendix on a compact disc pursuant to § 1.96(c) (subject 
to the “transitional” practice discussed below). Computer program 
listings in compliance with former § 1.96 will be accepted until 
March 1, 2001. After that date, computer program listings must 
comply with revised § 1.96. 


Section 1.96(c) is specifically amended to provide that a “com- 
puter program listing appendix” be submitted on a compact disc, 
as defined in § 1.52(e). The information submitted wili be 
considered a “computer program listing appendix” (rather than a 
microfiche appendix). 
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Section § 1.96(c) will continue to require a reference at the 
beginning of the specification as itemized in § 1.77(b)(4), as 
amended. As with a microfiche appendix, the contents of the 
“computer program listing appendix” on a compact disc will not 
be printed with the published patent, but will be available from the 
Office on a medium to be specified by the Office. The contents of 
a “computer program listing appendix” on a compact disc may not 
be amended pursuant to § 1.121, but must be submitted on a 
substitute compact disc. Section 1.96(c) does not apply to inter- 
national applications filed in the United States Receiving Office. 


Section 1.96(c) provides that the availability of the computer 
program will be directly analogous to that of the microfiche. A 
compact disc appendix will be stored in the file wrapper just as 
microfiche appendices are currently stored. § 1.96(c)(1) it is 
specified that multiple program listings may be placed on a single 
compact disc, but a separate compact disc is required for each 
application. 


Section § 1.96(c)(2) provides that the submission requirements are 
specified in § 1.52(e) and adds further requirements concerning the 
formatting of the “computer program listing appendix.” 


Until March 1, 2001, the Office will continue to accept a computer 
program listing that complies with current § 1.96 provisions (i.e., 
a computer program listing contained on ten or fewer sheets as 
drawings or part of the specification, or a “computer program 
listing appendix” on microfiche). 


The amendments to §§ 1.96 and 1.821 et seq. (discussed below) 
for computer program listings and sequence listings will eliminate 
the need for submissions of hard to handle and reproduce 
microfiche computer program listings and voluminous paper 
sequence listings. To focus specifically on the Office’s difficult 
paper handling problem, and to simplify this project so it can be 
deployed in a short time span, only the computer program listings, 
large table information, and the nucleotide and/or amino acid 
sequences will be accepted in machine readable format. As the 
Office gains experience with this new electronic medium for 
submission, the use of it may expand, or be subsumed into other 
more flexible electronic submission methods. 


Relationship to Office automation plans: These changes are the 
initial steps toward solutions to difficult Office paper-handling 
problems. The Office is planning for voluntary full electronic 
submission of applications and related documents by fiscal year 
2001. The changes in this final rule are an initial step in that 
direction, permitting certain application and related material to be 
submitted on an acceptable archival medium. 


supportive of this proposal. Comments specifically indicated that 
this proposal was “long overdue,” and that the proposal should 
include provisional applications and other technologies, including 
chemical and manufacturing processes requiring precise computer 
control. The comments provided advice, including the concepts of 
safeguarding the information from alteration, of making the public 
access and examiner access easy and of assuring the submissions 
are readable in a nonproprietary format. The only negative 
comment was an expression of disbelief that the Office was 
equipped to handle electronic media submissions. 


Comment 41: The comments (almost without exception) were 


Response: The Office is amending § 1.96 to provide for volumi- 
nous program listings to be submitted on archival electronic media 
instead of microfiche. 


Section 1.97: Sections 1.97(a) through (e), and (i) have been 


modified for purposes of grammar and consistency within the 
section. 


Section 1.97(b)(1) has been amended to insert “other than an 
application under § 1.53(d)” to eliminate the three-month window 
for filing an information disclosure statement (IDS) in a continued 
prosecution application (CPA). Because of the streamlined pro- 
cessing for CPAs, it is expected that the examiner will issue an 
action on the merits before three months from the filing date. 
Under the former rule, should an examiner issue an action on the 
merits prior to three months from the filing date and an IDS was 
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submitted after the Office action was mailed but within the 
three-month window, the examiner was required to redo the action 
to consider the IDS. A CPA is a continuing application, and, thus, 
applicant should have had ample opportunity to file an IDS. Note 
that § 1.103(b) now provides for a request of a three-month 
suspension of action upon filing of a CPA; thus, in an unusual 
instance where a need to file an IDS newly arises, applicant can 
request the three-month suspension based upon that need. In view 
of the above, it is appropriate to require that any IDS be filed 
before filing the CPA, or concurrently with the filing of the CPA. 


Section 1.97(b)(1) applies to all continued prosecution applica- 
tions under § 1.53(d) filed on or after 60 days from publication of 
this final rule in the Federal Register. 


Section 1.97(b)(3) has been amended to delete unassociated text. 
The phrase “whichever event occurs last” appeared at the end of § 
1.97(b)(3), and thus it physically appeared to apply only to § 
1.97(b)(3). In reality, “whichever event occurs last” should be 
associated with each of §§ 1.97(b)(1), (b)(2), and (b)(3). Accord- 
ingly, “whichever event occurs last” has been deleted from § 
1.97(b)(3), and “within any one of the following time periods” has 
been added in § 1.97(b). This eliminates the unassociated text 
“whichever event occurs last” from § 1.97(b)(3), while, at the 
same time, making it clear that the IDS will be entered if it is filed 
within any of the time periods of §§ 1.97(b)(1), (b)(2), (b)(3) or 
(b)(4). 


As the filing of a RCE under § 1.114 is not the filing of an 
application, but merely continuation of the prosecution in the 
current application, § 1.97(b)(4) does not provide a three-month 
window for submitting an IDS after the filing of a request for 
continued examination. 


Section 1.97(c) is amended in conformance with paragraph (b) to 
delete “whichever occurs first.” Additionally, § 1.97(c) is amended 
to include, in addition to a final action under § 1.113 and a notice 
of allowance under § 1.311, other Office actions which close 
prosecution in the application. This would typically occur when an 
Office action under Ex parte Quayle, 1935 Dec. Comm’r Pat. 11 
(Comm’r Pat. 1935), is issued. No reason is seen for including 
only two of the types of actions which close prosecution (§§ 1.113, 
and 1.311), while not including other types. 


The fee for a § 1.97(c)(2) submission has been lowered from $240 
to $180, see § 1.17(p) and the discussion of the change to the fee 
for submissions under § 1.97(d). The new fee for § 1.97(c) IDS 
submissions applies to any IDS filed on or after two months from 
the date of publication in the Federal Register. 


Section § 1.97(d)(2) has been deleted in its entirety to remove all 
reference to the filing of a petition and the associated petition fee 
of $130. A petition unduly complicates the matter, while there is 
really no issue to be decided other than the entry of the IDS, and 
this issue of entry is ordinarily decided by the patent examiner 
without the need for a petition. Section 1.97(d)(2) simply requires 
(for an IDS submitted after the close of prosecution and before 
payment of the issue fee) the combination of the IDS fee (in § 
1.17(p)) and the statement as is specified in § 1.97(e). 


Consistent with the change to the fee required by § 1.97(c), the fee 
referred to in § 1.97(d) has been changed from a petition fee of 
$130 to a submission fee of $180, see § 1.17(p). The Office has 
reevaluated the processing of submissions under §§ 1.97(c) and (d) 
and determined that the steps and costs involved are so similar that 
charging different fees was not necessary. The average cost of 
processing the submissions was determined to be $180, which fee 
is required for submissions under either § 1.97(c) or § 1.97(d), see 
§ 1.17(p). The new fee for § 1.97(d) IDS submissions applies to 
any IDS filed on or after two months from the date of publication 
in the Federal Register. 


The material in former § 1.97(d)(3) is now in § 1.97(d)(2), in view 
of the deletion of former § 1.97(d)(2), and is amended to delete 
reference to the fee as a petition fee under § 1.17(i) and instead 
make reference to the fee as an IDS fee under § 1.17(p). 
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Section 1.97(e)(1) is amended to specify that an item first cited in 
a communication from a foreign patent office in a counterpart 
foreign application not more than three months prior to the filing 
of the IDS is entitled to special consideration for entry into the 
record. An item first cited by a foreign patent office (for example) 
a year before the filing of the IDS in a communication from that 
foreign patent office, which item is once again cited by another 
foreign patent office within three months prior to the filing of the 
IDS in the Office, is not entitled to special consideration for entry, 
since applicant was aware of the item a year ago, yet did not 
submit that item. Similarly, a document cited in an examination 
report cannot support timely submission where the document was 
first previously cited more than three months previously in a 
search report from the same foreign office. The term “a” was 
replaced with the term “any” (in the second line of § 1.97(e)(1)) to 
make the distinction clear. 


Section 1.97(i) is amended to delete “filed before the grant of a 
patent.” This phrase is surplusage since there can be no informa- 
tion disclosure statement after the grant of the patent. A submission 
of information items after the patent grant is a “prior art citation” 
which is made, and treated, under § 1.501. Section 1.97(i) is also 
amended to make it a little clearer that both §§ 1.97 and 1.98 must 
be complied with to obtain consideration of an IDS (by the Office), 
and to change § 1.97(i) plural recitation of information disclosure 
statements to a singular recitation, which would be in conformance 
with the rest of § 1.97. 


Comment 42: One comment opposed the elimination of the 
three-month window to file an IDS in a CPA under § 1.97(b)(1) 
and the charging of a fee to obtain the three-month suspension of 
action under § 1.103. It was suggested that no fee should be 
charged for the suspension request, or a lower CPA filing fee 
should offset the suspension fee. It was felt that there is no rational 
basis to require applicants to pay an additional fee simply to have 
the CPA obtain the same benefits (i.e., the ability to file an IDS 
without fee during the first three-month period) as a non-CPA 
filing, since the full application fee is already required for the CPA 
filing. 


Response: The proposal to amend § 1.103 was not proceeded with 
in this final rule, but has been included in the final rule to 
implement request for continued examination practice (the final 
rule resulting from Changes to Application Examination and 
Provisional Application Practice, Interim Rule, 65 FR 14865 
(March 20, 2000), 1233 Off. Gaz. Pat. Office 47 (April 11, 2000)). 
The comment has been treated in that final rule. 


Comment 43: Some comments believed that the Office has not 
justified raising the cost for submission of an IDS under § 1.97(d) 
and opposed the amendment. The previous higher fee for earlier 
submission was intended as an inducement to submit the IDS 
earlier, while the lower fee for later submission existed because an 
applicant must be able to certify that the art cited in the IDS is 
being promptly made of record. A request was made for informa- 
tion on the percentage of time prosecution is reopened when art 
was considered after final determination. 


Response: The comment relating to cost justification has been 
adopted and the cost for submission has been reevaluated. The 
only factor in determining IDS submission fees is cost to the Office 
to process the submissions. The Office has accordingly reevaluated 
the cost for processing both §§ 1.97(c) and (d) fees and has 
determined that the appropriate cost recovery fee should be the 
same for both and the fee amount should be $180. 


Comment 44: One comment requested clarification of the amend- 
ment to § 1.97(e)(1). It was not clear whether the requirement of 
“first cited” refers to a citation by the foreign patent office that cites 
the information in an official action, or refers to the citation by any 
patent office in a counterpart application. For example, if a patent 
is cited in a German Office action, and it is the first time that the 
patent is cited in that application, but the same patent was 
previously cited in a Japanese counterpart application, could the 
item of information be cited as the first citation in a communica- 
tion from the German Patent Office? Unless the German citation 
could be used as the first citation, the coordination of citations 
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among a plurality of foreign applications would create a very 
significant administrative burden on applicants and their represen- 
tatives. 


Response: The comment is adopted to the extent that § 1.97(e)(1) 
has been amended to make clear that the German citation could not 
be relied upon as the first citation. The term “a” was replaced with 
the term “any” (as noted in the discussion under § 1.97(e)(1)).The 
amendment to the rule is a clarification and does not represent a 
change in practice.The intent of the rule is to encourage IDS 
disclosures as early in the prosecution as is possible and in 
particular before payment of the issue fee. 


Comment 45: One comment noted that the change discussed in the 
preamble of the notice of proposed rule changes for § 1.97(i) was 
not reflected in the rule language portion of the notice. Section 
1.97 (i) was not presented in the rule language 


Response: The language representing the clarifications discussed 
but not presented for § 1.97(i) has been placed in the rule language. 


Section 1.98: The Office has gone forward, at the present time, 
with only one aspect of the plan for information disclosure 
statement (IDS) revision that was set forth in the Advance Notice: 
the proposal to require that an IDS include a legible copy of each 
cited pending U.S. application or that portion of the application 
which caused it to be listed including any claims directed to that 
portion. The IDS rules are also being revised for consistency and 
grammar, and to tie up a number of loose ends, as will be discussed 
below. 


Other than the proposed requirement for a copy of each cited U.S. 
application, the IDS proposals as set forth in Topics 9 and 10 of the 
Advance Notice were withdrawn in the Notice of Proposed 
Rulemaking. Accordingly, there is no proposal at this time for a 
statement of personal review or for a unique description as were 
called for in the Advance Notice, and the number of citations that 
may be submitted is not presently limited. The Office issued a 
notice of hearing and request for public comments to obtain views 
of the public on issues associated with the identification and 
consideration of prior art during patentability determinations. See 
Notice of Public Hearing and Request for Comments on Issues 
Related to the Identification of Prior Art During the Examination 
of a Patent Application, Notice of Hearing and Request for Public 
Comments, 64 FR 28803 (May 27, 1999), 1223 Off. Gaz. Pat. 
Office 91 (June 15, 1999). Pursuant to that notice, the Office held 
public hearings on June 28, 1999, and July 14, 1999, on the issues. 
These prior art issues are related to the changes presently being 
considered by the Office, independent of the instant final rule, to 
impose requirements/limits on IDS submissions in § 1.98 and in § 
1.56. Thus, it would be premature to go forward with a compre- 
hensive new IDS alternative until the results of the hearings and 
comments submitted in response to the notice have been appro- 
priately evaluated. It is contemplated that any new IDS/§ 1.56 
alternatives will be advanced in a future rulemaking. 


The specifics of the current revisions to § 1.98 will now be 
discussed. The discussion will include the changes proposed in the 
Notice of Proposed Rulemaking, in addition to the application 
copy requirement that was also present in the Advance Notice of 
Proposed Rulemaking. 


Sections 1.98(a) through (d) are amended for purposes of clarity. 


Section 1.98(a)(2)(ili) is amended to be directed solely to a new 
requirement: For each pending U.S. application citation listed in 
an IDS, applicant must submit either a copy of the application 
specification, including the claims, and any drawing of the 
application, or as a minimum, the portion of the application which 
caused it to be listed, including any claims directed to the portion 
which caused it to be listed. The Office noted, in the Advance 
Notice (and in the Notice of Proposed Rulemaking), its concern 
that current § 1.98 does not require applicant to supply copies of 
U.S. application citations. It was pointed out that there is a real 
burden on the examiner to locate and copy one or more pending 
applications, thus delaying the examination of the application 
being examined (in which the U.S. application citation is made). 
Further, copying a cited pending application has the potential for 
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interfering with the processing and examination of the cited 
application. This revision would, additionally, be a benefit to the 
public since the copy of the application would be readily available 
upon issuance of the application as a patent.Additionally, § 
1.98(a)(2)(iv) has been added to contain some material removed 
by the change to § 1.98(a)(2)(iii). To the extent that the cited 
pending application represents proprietary information which 
applicant does not wish to be publicly available once the patent 
issues, applicant may submit, prior to issue, a petition that it be 
expunged pursuant to § 1.59(b). 


Sections 1.98(a)(3) and (b) were amended to create subparagraphs. 


Section 1.98(b) was further amended to set forth the required 
identification for listed U.S. applications, to change “shall” to 
“must,” to require in § 1.98(b)(1) identification of the “inventor” 
rather than of the “patentee” (to conform to the language of § 
1.98(b)(2)), and to require in § 1.98(b)(4) identification of the 
“publisher.” 


Section 1.98(c) was amended to move the last sentence to § 
1.98(a)(3 (ii). 


Section 1.98(d) provides that copies of information cited in an IDS 
are required to be supplied to the Office with the IDS even if such 
copies had been previously supplied to the Office in an IDS 
submission in an earlier application, unless excepted under §§ 
1.98(d)(1) and (2) relating to a continuing application. 


Section 1.98(d)(1) states the requirement that the prior application 
must be relied on for a benefit claim under 35 U.S.C. 120 and that 
the earlier application must be properly identified in the IDS. 


Section 1.98(d)(2) states that the IDS submitted in the prior 
application must comply with §§ 1.98(a) through (c) as amended 
in this notice. 


Therefore, in an IDS, filed on or after the effective date of this rule, 
which cites a pending U.S. application, a copy of that pending 
application (or the portion of the application which caused it to be 
listed, including any claims directed to that portion) must be 
submitted unless: 

1. The application for which the IDS was submitted claims 
benefit to an earlier application under 35 U.S.C. 120 and that 
earlier application is properly identified in the IDS; and 

2. The earlier application cites, and has a copy of, the same 
pending U.S. application (or the portion of the application which 
caused it to be listed, including any claims directed to that 
portion). 


Example 1: Application A has an IDS statement which cites 
pending U.S. application X.This IDS was filed prior to the 
effective date of the rule change to § 1.98, and applicants did not 
submit a copy of pending U.S. application X (as they were not 
required to under former § 1.98(d)). Application B is filed as a 
continuing application of Application A. In Application B, appli- 
cants file an IDS after the effective date of the rule change, in 
which the IDS lists the same pending U.S. application (i.e., 
application X) and refers to Application A. Applicants fail to 
submit a copy of pending U.S. application X with the IDS filed in 
Application B. The examiner will not consider pending U.S. 
application X during the examination of Application B since the 
IDS does not comply with § 1.98(a)(2)(iii). Applicants must 
submit a copy of pending U.S. application X in order to ensure that 
pending U.S. application X is considered by the examiner. 


Example 2: Application C cites, and has a copy of, pending U.S. 
application Y.Application D is filed and claims the benefit of 
Application C under 35 U.S.C. 120. In Application D, applicants 
file an IDS, which lists the same pending U.S. application Y and 
refers to Application C, after the effective date of the rule change. 
Applicants fail to submit a copy of pending U.S. application Y. The 
examiner will consider pending U.S. application Y during exami- 
nation of Application D, since a copy of pending U.S. application 
Y is not required under § 1.98(d). 


This amendment to §§ 1.98(d), (d)(1), and (d)(2) is applicable to 
all IDS submissions filed on or after the effective date of this rule. 
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Comment 46: While some comments supported the amendment, 
others did not. It is argued that submissions of cited applications 
are relatively rare, and the Office’s justification is based on false 
presumptions that the cited application file is routinely copied or 
that the examiner must have a copy rather than simply review the 
(cited) application as is done for references in a subclass. Addi- 
tional arguments against the amendment are: (a) there is no 
guarantee that pending cited applications would be expunged from 
the file in which it is being cited prior to issuance of a patent, (b) 
it creates a significant burden to applicants and very large paper 
files in the PTO, (c) most pending applications will soon be 
available to the examiner in electronic form thus rendering the 
problem moot, and (d) it violates the confidentiality of 35 U.S.C. 
122. It is also argued that as there is no requirement to submit a 
copy of an application that is cited under Cross Reference to 
Related Applications, there is no reason to have a different 
standard where the same application is cited under § 1.98. One 
suggestion supporting the amendment thought that applicants 
should be required to submit a copy of the prior art that was 
submitted in the cited application as well as the copy of the cited 
application.One comment in support of the amendment noted that 
the burden on applicants was minor compared to the benefit to 
examiners during prosecution and to the public after the applica- 
tion issues in obtaining papers and reducing risk of lost and 
misplaced papers. 


Response: The comments opposing the amendment are not 
adopted. It is the Office’s belief that it is faster access to the cited 
application and faster examination of the application having the 
cite, and not the frequency of such application citations, that is 
determinative. Additionally, supplying a copy of the cited appli- 
cation to the examiner prevents, in most cases, the need to disrupt 
examination of the cited application. Even where a cited applica- 
tion might not be copied by the examiner, if a copy of the cited 
application were not supplied, there would still be significant 
disruption to examination of the cited application, since the 
examiner would need to obtain the file and usually remove it so 
that it could be studied in the examiner’s office. A cited application 
is more analogous, not to the totality of references in the search 
files that an examiner reviews on site, but to the references that the 
examiner removes from the search file to study further in the 
examiner’s office. An applicant concerned with nondisclosure of 
the cited application has recourse to § 1.59 expungement provided 
that the cited application is deemed by the Office to not be material 
to the examination of the application in which it is cited. On 
balance, when weighing the burden on applicants to produce a 
copy versus the Office’s need to examine both the application in 
which another application is cited and the cited application 
expeditiously, it is believed that the amendment is appropriate- 
.When electronic copies of applications become available to the 
examiners, the issue will be reconsidered. To the extent that 
applicants are concerned about supplying a copy of an application 
cited in an IDS, applicants may refer to the “cited” application in 
the specification of the “examined” application, rather than by IDS 
submission and would then not need to supply a copy of the 
referred to application; however, the Office does not review an 
application referred to in the specification in the same light as it 
does a specific IDS citation of the application with a copy 
supplied. For example, references in the specification may only be 
for purposes of supplying background information as opposed to 
utilizing an IDS to comply with a duty of disclosure under § 1.56. 


Comment 47: One comment opposed the requirement in § 
1.98(b)(2) that each listed U.S. application be identified by the 
inventor, application number, and filing date, as such information 
can be easily obtained from PALM. It was suggested that the first 
named inventor or identification number be used. 


Response: The comment is not adopted. The burden to supply the 
required information is slight, and there is no need to require 
examiners to look the information up under PALM. Additionally, 
if only one piece of information is supplied, e.g., application 
number, any error in the information would significantly delay 
identification of the application being cited. 


Comment 48: One comment suggested that the change to § 1.98(d) 
adds a great deal of complexity for very little benefit, particularly 
as the examiners should be considering the prosecution history, 
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which is independent of whether the IDS in the prior application 
complied with § 1.97. Additionally, there is no justification to 
apply § 1.98(d)(2) retroactively. 


Response: The comment has been adopted. The proposed required 
compliance with § 1.97 for the IDS in the prior application has not 
been carried forward in the final rule. It is also the intent of the 
Office, as stated in the preamble to the instant final rule, not to 
apply § 1.98(d)(2) retroactively. 


Section 1.102: Section 1.102(d) is amended to refer to “the fee set 
forth in § 1.17(h)” for consistency with the changes to §§ 1.17(h) 
and 1.17(i). See discussion of changes to § 1.17(h) and § 1.17(i). 


Section 1.103: The proposal to amend 1.103 was not proceeded 
with in this final rule, but has been included in the final rule to 
implement request for continued examination practice (the final 
rule resulting from Changes to Application Examination and 
Provisional Application Practice, Interim Rule, 65 FR 14865 
(March 20, 2000), 1233 Off. Gaz. Pat. Office 47 (April 11, 2000)). 
The comments on the proposed amendment to 1.103 have been 
treated in that final rule. 


Section 1.104: Section 1.104(a)(2) (second sentence) is amended 
to add the phrase “in an Office action” to provide basis for the 
phrase “Office action” in §§1.111(a), (b), and 1.115(a). 


Section 1.104(e) has been revised by deleting the last sentence 
thereof. The last sentence previously stated: 


Failure to file such a statement does not give rise to any implication that the 
applicant or patent owner agrees with or acquiesces in the reasoning of the 
examiner. 


This statement of the rule is inconsistent with recent decisions by 
the United States Supreme Court (Supreme Court) and the United 
States Court of Appeals for the Federal Circuit (Federal Circuit), 
which highlight the crucial role a prosecution history plays in 
determining the validity and scope of a patent. See e.g., Warner- 
Jenkinson Co. v. Hilton Davis Chem. Co., 520 U.S. 17, 41 
USPQ2d 1865 (1997); Markman v. Westview Instruments, 52 F.3d 
967, 34 USPQ2d 1321 (Fed. Cir. 1995), aff'd 517 U.S. 320, 38 
USPQ2d 1461 (1996); Vitronics Corp. v. Conceptronic Inc., 90 
F.3d 1576, 39 USPQ2d 1573 (Fed. Cir. 1996). The examiner’s 
statement of reasons for allowance is an important source of 
prosecution file history. See for example Zenith Labs., Inc. v. 
Bristol-Myers Squibb Co., 19 F.3d 1418, 30 USPQ2d 1285 (Fed. 
Cir. 1996), which references MPEP 1302.14 to this effect (Foot- 
note 7 of the case). 


In view of the recent case law dealing with prosecution history, the 
failure of an applicant to comment on damaging reasons for 
allowance would give rise to a presumption of acquiescence to 
those reasons, and the negative inferences that flow therefrom. 
Accordingly, the statement in the rule that failure to file comments 
on reasons for allowance does not give rise to any implication that 
an applicant (or patent owner) agrees with or acquiesces in the 
reasoning of the examiner is obsolete and out of step with recent 
case law. The deletion of this statement from the rule should 
require applicant to set forth his or her position in the file if he or 
she disagrees with the examiner’s reasons for allowance, or be 
subject to inferences or presumptions to be determined on a 
case-by-case basis by a court reviewing the patent, the Office 
examining the patent in a reissue or reexamination proceeding, the 
Board of Patent Appeals and Interferences reviewing the patent in 
an interference proceeding, etc. 


That the examiner does not respond to a statement by the applicant 
commenting on reasons for allowance does not mean that the 
examiner agrees with or acquiesces in the reasoning of such 
statement. While the Office may review and comment upon such a 
submission, the Office has no obligation to do so. 


This revision of § 1.104(e) does not provide any new policy, but 
rather tracks the state of the case law established in the decisions 
of the Supreme Court and the Federal Circuit. 
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Section 1.105: Section 1.105 is a new section containing 1.105(a) 
through (c), relating to requirements by the Office that certain 
information be supplied. 


Section 1.105(a)(1) provides examiners or other Office employees 
explicit authority to require submission, from individuals identi- 
fied under § 1.56(c) or any assignee, of such information as may 
be reasonably necessary for the Office to properly examine or treat 
a matter being addressed in an application filed under 35 U.S.C. 
111 or 371, in a patent, or in a reexamination proceeding. The 
examples given that contain specific references in §§ 
1.105(a)(1)(i), (iii), and (vii) to inventors, and in § 1.105(a)(2) to 
assignees who have exercised their right to prosecute under § 3.71 
are not intended to limit the scope of general applicability for all 
individuals identified in § 1.56(c). Abandoned applications also 
fall within the scope of the rule to provide for handling of petition 
matters. New § 1.105 is simply an explicit recitation of inherent 
authority that exists pursuant to 35 U.S.C. 131 and 132, and 
continues the practice of providing explicit authority to Office 
employees as was done with the Board of Patent Appeals and 
Interferences under § 1.196(d) and with trademark examiners 
under § 2.61. 


The explicit authority of the examiner under § 1.105 to require 
such information as may be reasonably necessary to properly 
examine an application or treat a matter therein will be effective 
for any Office action written on or after the date that is sixty days 
after the date of publication in the Federal Register. 


The inherent authority of the Office to require applicants to reply 
to requirements for information under 35 U.S.C. 131 and 132 was 
made explicit in § 1.105(a)(1) to encourage its use by Office 
employees so that the Office can perform the best quality exami- 
nation possible. The authority is not intended to be used by 
examiners without a reasonable basis, but to address legitimate 
concerns that may arise during the examination of an application 
or consideration of some matter. 


Sections 1.105(a)(1)(i) through (a)(1)(vii) identify examples of the 
types of information that may be required to be submitted. Section 
1.105(a)(1)(i) relates to the existence of any particularly relevant 
commercial database known to any of the inventors that could be 
searched for a particular aspect of the invention. Section 
1.105(a)(1)(ii) relates to whether a search was made, and if so, 
what was searched. Section 1.105(a)(1)(iii) relates to a copy of any 
non-patent literature, published application, or patent (U.S. or 
foreign), by any of the inventors, that relates to the claimed 
invention. Section 1.105(a)(1)(iv) relates to a copy of any non- 
patent literature, published application, or patent (U.S. or foreign) 
that was used to draft the application. Section 1.105(a)(1)(v) 
relates to a copy of any non-patent literature, published applica- 
tion, or patent (U.S. or foreign) that was used in the invention 
process, such as by designing around or providing a solution to 
accomplish an invention result. Section 1.105(a)(1)(vi) relates to 
identification of improvements. Section 1.105(a)(1)(vii) relates to 
uses of the claimed invention known to any of the inventors at the 
time the application is filed notwithstanding the date of the use. 
Knowing a particular use/application of an invention may be 
helpful in determining a field of search for the invention. 


Other examples where the Office may require the submission of 
information are: 

(1) a reply to a matter raised in a protest under § 1.291; 

(2) an explanation of technical material in a publication, such as 
one of the inventor’s publications; 

(3) the identification of changes made in a reformatted continu- 
ing application filed under § 1.53(b); 

(4) a mark-up for a continuation-in-part application showing the 
new matter where there is an intervening reference; 

(5) comments on a new decision by the Federal Circuit that 
appears on point; 

(6) the publication date of an undated document mentioned by 
applicant which may qualify as printed publication prior art (35 
U.S.C. 102(a) or (b)); or 

(7) information of record which raises a question of whether 
applicant derived the invention from another under 35 U.S.C. 
102(f). 
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The Office intends to provide training for its employees on the 
appropriate use of § 1.105. Any abuse in implementation of the 
authority, such as a requirement for information that is not in fact 
reasonably necessary to properly examine the application, may be 
addressed by way of petition under § 1.181. 


Section 1.105 does not change current Office practice in regard to 
questions of fraud under § 1.56, and inquiries from examiners 
relating thereto are not authorized. See MPEP 2010. 


Section 1.105(a)(2) provides that where an assignee has asserted 
its right to prosecute an application pursuant to 3.71(a), matters 
such as §§ 1.105(a)(1)(i), (iii), and (vii) that especially relate to the 
inventors may also be applied to the assignee. It is also contem- 
plated that these paragraphs may be applied to other individuals 
identified by § 1.56(c). 


Section 1.105(a)(3) provides a safety net by specifically recogniz- 
ing that where the information required to be submitted is 
unknown and/or is not readily available, a complete reply to the 
requirement for information would be a statement to that effect. 
There would be no requirement for a showing that in fact the 
information was unknown or not readily available such as by way 
of disclosing what was done to attempt to satisfy the requirement 
for information. Nonetheless, it should be understood that a good 
faith attempt must be made to obtain the information and a 
reasonable inquiry made once the information is requested even 
though the Office will not look behind the answer that the 
information required to be submitted is unknown and/or is not 
readily available. An Office employee should not continue to 
question the scope of a specific answer merely because it is not as 
complete as the Office employee desires. (See Example below.) 


Example: In a first action on the merits of an application with an 
effective filing date of May 1, 1999, the examiner notes the 
submission of a protest under § 1.291 relating to a public sale of 
the subject matter of the invention and requests a date of 
publication for a business circular authored by the assignee of the 
invention, which circular was submitted with the protest. It is 
expected that the attempt to reply to the requirement for informa- 
tion would involve contacting the assignee who would then make 
a good faith attempt to determine the publication date of the 
circular. The reply to the requirement states that the publication 
date of the circular is “around May 1, 1998.” As “around May 1, 
1998” covers dates both prior and subsequent to May 1, 1998, a 
prima facie case under 35 U.S.C. 102(b) would not exist. The 
examiner cannot require that the reply be more specific or hold the 
reply to be incomplete based on such information. The examiner 
can, however, in the next Office action seek confirmation that this 
is the most specific date that was obtained or can be obtained based 
on a reasonable inquiry being made if that is not already clear from 
the reply to the initial requirement for information. 


Section 1.105(b) provides that the requirement for information 
may be included in an Office action, which includes a restriction 
requirement if appropriate, or can be sent as a separate letter 
independent of an Office action on the merits, such as when the 
information required is critical to an issue or issues that need to be 
addressed in a subsequent Office action. Each Technology Center 
can determine how best to implement the section. For example, a 
Technology Center having certain technologies where pertinent 
prior art is highly likely to be found in a commercial data base may 
choose to implement § 1.105(a)(1)(i) routinely for those technolo- 
gies, sending out requirements for information either when such 
applications are first forwarded to the Technology Center, or at the 
time they are assigned to an examiner. 


Section 1.105(c) provides that a reply to a requirement for 
information or failure to reply is governed by §§ 1.135 and 1.136. 
Note the Example provided in the discussion of 1.105(a)(2). 


Comment 49: Several comments either oppose or strongly oppose 
the rule. Three comments argue that the Office is without statutory 
basis to support the rule and in fact violates 35 U.S.C. 103(a) 
(patentability shall not be negatived by the manner in which the 
invention was made), while two others argue that there is no need 
for the rule in view of the Office’s inherent authority. All the 
comments opposing the rule argue that the rule imposes an 
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unreasonable burden on the applicants. One comment argues that 
the rule imposes an unreasonable burden on the examiners to 
prepare the request. Objections to the rule include: 

(1) it will slow the examination process where applicant is 
required to reply; 

(2) it sets a standard of “reasonably necessary” that is new and 
different from the materiality standard in § 1.56; 

(3) the information may be protected by attorney-client privi- 
lege; 

(4) the information may be voluminous; 

(5) it may be difficult to make a good faith search when large 
corporate teams or foreign entities are involved; 

(6) new issues are created in subsequent litigation as to whether 
a good faith search was made and whether the duty of candor was 
complied with, particularly if the reply was that the information is 
unknown or not available; and 

(7) it may be used to shift the burden of examination from the 
examiner to the applicant. 


There was also a concern that the Office did not address any 
mechanism to assure a uniform policy among the 3,000 examiners. 


Response: The comments objecting to the new rule are not 
adopted. The Office will, however, actively work toward ensuring 
that examiners apply the rule uniformly and fairly, and the Office 
will provide a petition remedy to achieve those purposes. As to the 
specific burdens that the rule is said to create, it must be kept in 
mind that the rule is aimed at resolving an issue that is reasonably 
necessary for the examiner to resolve for the proper examination 
of the application. The requirement for information under § 1.105 
thus cannot be avoided in our system of examination (as opposed 
to registration) and would have been made under the Office’s 
inherent authority. Accordingly, the authority set forth in the rule 
is not contrary to statute. The rule is propounded not to create a 
new cause celebre among the bar but to encourage examiners to do 
the best examination possible. Implementation of the rule is no 
different than what other parts of the examination process create 
when rejections and objections are made to which applicants must 
reply. Each of the claimed ill effects of § 1.105 can be equally 
charged against the normal examination process where a require- 
ment under § 1.105 is not an issue. 


As to fears that examiners will use such authority as a fishing 
expedition or a tool of harassment causing applicants extensive 
expenses to either attempt to comply or challenge the need for the 
information, as noted above, the Office will in its implementation 
of the rule work hard to minimize such problems. The Office 
recognizes that with a large examining staff there are bound to be 
a small number of cases that need corrective action, and the Office 
will be sensitive to that. The Office, however, cannot hold itself 
hostage to fears that a few of these situations will arise and force 
examination to the lowest common denominator by not permitting 
examiners to resolve issues that are reasonably necessary to be 
resolved for a quality examination. 


Comment 50: One comment suggested that any Requirement for 
Information first be reviewed by an SPE or Director in the 
Technology Center before being sent. 


Response: As the Office moves to implement 1.105 the comment 
will be evaluated to study its feasibility. 


Section 1.111: The heading of 1.111 is amended to clarify that it 
applies to a reply by the applicant or patent owner to a non-final 
Office action. 


Section 1.111 is amended to divide former 1.111(a) into 
1.111(a)(1) and (a)(2). Section 1.111(a)(1) is amended to: (1) 
provide a reference to § 1.104 concerning the first examination of 
an application; and (2) move the reference of §§ 1.135 and 1.136 
(for time for reply to avoid abandonment) from § 1.111(c) to § 
1.111(a). 


Section 1.111(a)(2) is amended to provide that a second (or 
subsequent) supplemental reply will be entered unless disapproved 
by the Commissioner, and that disapproval may occur if the second 
(or subsequent) supplemental reply unduly interferes with an 
Office action being prepared in response to the previous reply. 
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Factors that will be considered in disapproving a second (or 
subsequent) supplemental reply include: the state of preparation of 
the Office action responsive to the previous reply as of the date of 
receipt by the Office (§ 1.6) of the second (or subsequent) 
supplemental reply (§ 1.111(a)(2)(i)); and the nature of any 
changes to the specification or claims that would result from entry 
of the second (or subsequent) supplemental reply (§ 
1.111(a)(2)(ii)). 


Disapproval of a second or subsequent reply applies to replies filed 
on or after two months from the date of publication in the Federal 
Register. 


Disapproval of a second (or subsequent) supplemental reply will 
be delegated to the appropriate Technology Center Group Director 
under MPEP 1002.02(c). As most supplemental replies cause only 
a minor inconvenience to the Office, the Office is not inclined to 
adopt a change that would preclude the ability to file a second (or 
subsequent) supplemental reply when such is warranted. There are, 
however, some applicants who routinely file supplemental (or 
preliminary, see § 1.115) replies that place a significant burden on 
the Office by: (1) canceling the pending claims and adding many 
new claims; (2) adding numerous new claims; or (3) being filed 
approximately two months from the date the original reply was 
filed (i.e., when the examiner is likely to be preparing an Office 
action responsive to the original reply). These applicants also tend 
to be those having many applications simultaneously on file in the 
Office. These actions are calculated to interfere with the timely 
examination of an application and can be particularly detrimental 
to the Office 


The provision that the entry of a second (or subsequent) supple- 
mental reply may be disapproved by the Commissioner (or his or 
her delegate) gives the Office the latitude to permit entry of those 
second (or subsequent) supplemental replies that do not unduly 
interfere with the preparation of an Office action, but also gives the 
Office the latitude to refuse entry of those second (or subsequent) 
replies that do unduly interfere with the preparation of an Office 
action. Factors that will be taken into consideration when deciding 


whether to disapprove entry of such a second (or subsequent) 
supplemental reply include: (1) the state of preparation of an Office 
action responsive to the initial or previous reply as of the date of 
receipt (§ 1.6, which does not include § 1.8 certificate of mailing 
dates) of the second (or subsequent) supplemental reply by the 
Office; and (2) the nature of the change to the specification or 
claims that would result from entry of the second (or subsequent) 


supplemental reply. That is, if the examiner has devoted a 
significant amount of time to preparing an Office action before 
such a second (or subsequent) supplemental amendment is re- 
ceived, and the nature of the change to the specification or claims 
that would result trom entry of the second (or subsequent) 
supplemental reply would require significant additional time (see 
examples below), it is appropriate for the Office to disapprove 
entry of the second (or subsequent) supplemental reply. 


Example |: If the second (or subsequent) supplemental reply 
amends the pending claims, adds numerous new claims, or amends 
the specification to change the scope of the claims, which the reply 
requires the examiner to devote significant additional time to 
prepare the Office action, the entry of such supplemental reply may 
be appropriately disapproved when the examiner has devoted a 
significant amount of time to preparing an Office action before 
such reply is received 


Example 2: If the second (or subsequent) supplemental reply 
amends the specification so that a new matter issue is raised, the 
entry of such reply may be appropriately disapproved when the 
examiner has devoted a significant amount of time to preparing an 
Office action before such reply is received. 


Both conditions in § !.111(a)(2) must be met, although it is not 
intended that the amount of time required to address the changes 
amount to the same period of time already spent by the examiner 
in preparing the initial response. Where a second (or subsequent) 
supplemental amendment merely cancels claims (as opposed to 
canceling claims and adding claims, or simply adding claims)(see 
below for additional examples), it is not appropriate to disapprove 
entry of such a second (or subsequent) supplemental amendment 
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even if the examiner has devoted a significant amount of time to 
preparing an Office action before such a second (or subsequent) 
supplemental amendment is filed. 


Example 3: If the second (or subsequent) supplemental reply 
amends the pending claims to alleviate rejections under 35 U.S.C. 
112, 42, it would not be appropriate to disapprove the entry of such 
reply under § 1.111(a)(2). 


Example 4: If the second (or subsequent) supplemental reply 
includes only changes that were previously suggested by the 
examiner, it may not be appropriate to disapprove the entry of such 
reply under § 1.111(a)(2). 


Obviously, if a supplemental reply is received in the Office (§ 1.6) 
after the mail date of the Office action responsive to the original (or 
supplemental) reply, and it is not responsive to that Office action, 
the Office will continue the current practice of not mailing a new 
Office action responsive to that supplemental reply, but simply 
advising the applicant that the supplemental reply is nonresponsive 
to such Office action and that a responsive reply (under § 1.111 or 
§ 1.113 as the situation may be) must be timely filed to avoid 
abandonment. Put simply, the mailing of an Office action respon- 
sive to the original (or supplemental) reply will cut off the 
applicant’s right to have any later-filed supplemental reply consid- 
ered by the Office. 


Comment 51: The proposal was widely opposed. Supplemental 
filings are felt to speed prosecution and remove issues. Disapprov- 
ing entry will cause unnecessary work and a repeat of the filing. It 
was suggested that a handling fee be imposed rather than disap- 
proving entry. The proposal places an additional administrative 
burden on examiners and Technology Center Group Directors in 
deciding appropriateness of disapproving entry. 


Response: The amendment is believed to strike a reasonable 
balance between permitting an unlimited number of supplemental 
replies to be filed: (1) prior to preparation of an Office action by the 
examiner, and (2) after preparation of an Office action by the 
examiner (that is not yet mailed) that do not require a significant 
amount of rework versus disapproval of second or subsequent 
replies that unduly interfere with the preparation of an Office 
action. The imposition of a handling fee would not prevent this 
type of abuse. 


Comment 52: It was argued that it is fundamentally unfair to 
evaluate the amount of time an examiner has spent preparing an 
Office action as of the date the second (or subsequent) supplemen- 
tal reply is matched with the file as was initially proposed. Appli- 
cants should not be punished because of paper handling problems 
in the Office. 


Response: The comment has been adopted. The rule now reflects 
that the amount of preparation time devoted to an Office action will 
be evaluated as of the date of receipt by the Office of the second 
(or subsequent) supplemental reply. 


Comment 53: Clarification was requested as to whether a second 
supplemental reply is the third reply or the second reply. 


Response: The expression “second . . . supplemental reply” is seen 
to clearly state that only a third (or subsequent) reply will be 
subject to disapproval. 


Comment 54: One comment suggested that the rule should set 
forth a standard for disapproval. 


Response: The comment is adopted. The rule as proposed set forth 
only that second or subsequent replies will be entered unless 
disapproved. The rule language has been modified to recite the 
factors that will be used; that is, the state of preparation of the 
Office action, and the nature of the changes. 


Comment 55: One comment objected to the paragraph (a) amend- 
ment where the language was changed from “must reply thereto 
and may request reconsideration” (underlining added) to “must 
reply thereto and request reconsideration.” It is urged that the 
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Office should treat the filing of a reply as an implicit request for 
reconsideration rather than require a separate explicit statement 
and the Office should include language to that effect in the rule. 


Response: The language change is not considered to be a change 
in practice but a clarification. Replies that appear to be requests for 
reconsideration are treated as such whether or not there is a 
specific statement requesting reconsideration. There are, however, 
some replies that state that they are in response to an Office action, 
but they do not in fact represent a request for reconsideration and 
are not treated as such. For example, the Office has experienced 
replies that amount to incoherent ramblings that reply to an Office 
action but provide no means for an examiner to determine upon 
what basis reconsideration is being requested or that reconsidera- 
tion is being requested for any particular ground of rejection or 
objection, and the reply will not be treated as a request for 
reconsideration. 


Section 1.112: Section 1.112 is amended to provide a reference to 
1.104 concerning the first examination of an application. Section 
1.112 is also amended to add the phrase “or an appeal (§ 1.191) has 
been taken” to the last sentence. This addition is to clarify that 
once an appeal has been taken in an application, any amendment 
is subject to the provisions of §§ 1.116(b) and (c), even if the 
appeal is in reply to a non-final Office action. 


Section 1.115: Section 1.115(a) provides that a preliminary amend- 
ment is an amendment that is received in the Office (§ 1.6) on or 
before the mail date of the first Office action under § 1.104. That 
is, an amendment received in the Office (§ 1.6) after the mail date 
of the first Office action is not a preliminary amendment, even if it 
is nonresponsive to the first Office action and seeks to amend the 
application prior to the first examination. 


Section 1.115(b)(1) provides that a preliminary amendment will be 
entered unless disapproved by the Commissioner, and that disap- 
proval may occur if the preliminary amendment unduly interferes 
with the preparation of a first Office action in an application. 
Factors that will be considered in disapproving a preliminary 
amendment include: the state of preparation of a first Office action 
as of the date of receipt (§ 1.6, which does not include § 1.8 
certificate of mailing dates) of the preliminary amendment by the 
Office (paragraph (b)(1)(i)); and the nature of any changes to the 
specification or claims that would result from entry of the 
preliminary amendment (paragraph (b)(1)(ii)).See the discussion 
for § 1.111(a)(2). 


Disapproval of a preliminary amendment applies to applications 
(not amendments) filed on or after two months from the date of 
publication in the Federal Register. 


Section 1.115(b)(2) provides that a preliminary amendment will 
not be disapproved if it is filed no later than: (1) three months from 
the filing date of an application under § 1.53(b); (2) the filing date 
of a continued prosecution application under § 1.53(d); or (3) three 
months from the date the national stage is entered as set forth in § 
1.491 in an international application. Thus, the entry of a prelimi- 
nary amendment will not be disapproved under § 1.115(b)(1) if it 
is filed within one of the periods specified in §§ 1.115(b)(2)(i) 
through (iii). Nevertheless, if a “preliminary” amendment is filed 
after the mail date of the first Office action, it is not a preliminary 
amendment under § 1.115(a). If a (“preliminary”) amendment is 
received in the Office (§ 1.6) after the mail date of the first Office 
action and is not responsive to the first Office action, the Office 
will continue the current practice of not mailing a new Office 
action responsive to that amendment, but simply advising the 
applicant that the amendment is nonresponsive to the first Office 
action and that a responsive reply must be timely filed to avoid 
abandonment.Put simply, the mailing of the first Office action will 
continue to cut off the applicant’s right to have any later-filed 
preliminary amendment considered by the Office, even if that 
amendment is filed within the time periods specified in § 1.115(b). 
See also § 1.111. 


Section 1.115(c) provides that the time periods specified in § 
1.115(b)(2) are not extendable. 
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It is expected that disapproval of a preliminary amendment filed 
outside the period specified in § 1.115(b)(2) will be delegated to 
the appropriate Technology Center Group Director under MPEP 
1002.02(c). The provision that the entry of a preliminary amend- 
ment filed outside the period specified in § 1.115(b)(2) may be 
disapproved by the Commissioner gives the Office the latitude to 
permit entry of those preliminary amendments filed outside the 
period specified in § 1.115(b)(2) that do not unduly interfere with 
the preparation of an Office action, but also gives the Office the 
latitude to refuse entry of those preliminary amendments filed 
outside the period specified in § 1.115(b)(2) that do unduly 
interfere with the preparation of an Office action. 


In an application filed under 35 U.S.C. 111(a) and § 1.53(b) or a 
PCT international application entering the national stage under § 
1.491, the time periods specified in § 1.115(b)(2) should give the 
applicant time between the mailing of a filing receipt and the 
mailing of a first Office action to file any necessary preliminary 
amendment. CPA practice under § 1.53(d), however, is designed to 
provide a first Office action sooner than if the application had been 
filed as a continuation under § 1.53(b) (or under former § 1.60 or 
§ 1.62). See Continued Prosecution Application (CPA) Practice, 
Notice, 1214 Off. Gaz. Pat. Office 32, 32 (September 8, 1998). An 
applicant filing a CPA under § 1.53(d) who needs time to prepare 
a preliminary amendment should file a request for suspension of 
action under § 1.103(b) with the CPA request. 


Comment 56: The proposal was widely opposed. 
Response: See the responses to comments relating to § 1.111. 


Comment 57: It is believed that there is adequate incentive at 
present for filing preliminary amendments as soon as possible after 
filing of the application. 


Response: Obviously if an applicant wishes an early action on the 
merits for a newly filed application, submission of a preliminary 
amendment around the time the application is to be taken up for 
action is not advisable. The Office has noticed, however, that 
certain applicants routinely submit preliminary amendments that, 
due to submission times and content, cause undue delays in the 
issuance of a first Office action and cause the Office to needlessly 
expend its resources, which also affects the preparation of Office 
actions for other applicants. 


Comment 58: It is suggested that a one-month grace period for 
submission of a preliminary amendment be provided for a CPA or 
that applicants be permitted to grant themselves extensions of 
time. 


Response: The suggestions were not adopted. The purpose of CPA 
filing is for a speedy first action. Section 1.103 has been amended 
for applicants to request up to a three- month suspension of a first 
Office action to permit the filing of a preliminary amendment.The 
ability for applicants to grant themselves extensions of time would 
further aggravate the problem of examiners preparing Office 
actions that would then have to be redone, or require the Office to 
hold off on examining an application until it could be determined 
whether an extension had been applied for. 


Section 1.121: The title to § 1.121 has been amended to add “in 
applications” to reinforce the fact that the section is limited to 
making amendments in applications, and it does not apply to 
making amendments in reexamination proceedings. The reference 
in § 1.121(i) to reexamination proceedings is only an advisory 
reference to look to 1.530. 


Section 1.121 is amended to change the manner of making 
amendments in non-reissue applications. Section 1.121 is also 
completely rewritten and reformatted to make it easier to under- 
stand. The new amendment practice, wherein amendments to the 
specification must be made by the submission of clean new or 
replacement paragraph(s), section(s), specification, or claim(s) will 
essentially eliminate (1) the need for the Office to enter changes to 
the text of application portions by handwriting in red ink, and (2) 
the presence of hard to scan brackets and underlining in amended 
claims. This will provide a specification (including claims) in 
clean, or substantially clean, form that can be effectively captured 
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and converted by optical character recognition (OCR) scanning 
during the patent publishing process. The new practice also 
requires the applicant to provide a marked up version of the 
changed specification, section(s) of specification, paragraph(s), or 
claim(s), using applicant’s choice of a marking system to indicate 
the changes, which will aid the examiner in identifying the 
changes that have been made.The marked up version must be 
based on the previous version and indicate (by markings) how the 
previous version has been modified to produce the clean replace- 
ment paragraph(s), section(s), specification, or claim(s) submitted 
in the current amendment.The term “previous version” means the 
version of record in the application as originally filed or from a 
previously entered amendment. Applicants will also be able to 
submit a clean set of all pending claims. This will also be helpful 
during the patent printing process, and should lead to reduced 
printing errors in claims in patents. 


Amendments in compliance with former § 1.121 will be accepted 
until March |, 2001.After that date, amendments must comply 
with revised § 1.121. It is the intent of the Office to send out 
reminders of the new manner of making amendments prior to 
March 1, 2001, in the form of flyers along with correspondence to 
applicants. 


The change to § 1.121 involves concurrent changes to 1.52(b) (see 
discussion of § 1.52(b)(6)), which provides for the option of 
numbering paragraphs of the specification, except for the claims. If 
the paragraphs of the specification are numbered as provided for in 
§ 1.52, applicant will be able to amend the specification by merely 
submitting a replacement paragraph with the same number con- 
taining the desired changes in the replacement paragraph. 


As discussed above, the changes to 1.121 will result in relatively 
clean (e.g., without underlining, bracketing, or red ink) application 
specifications, including claims, that can be effectively OCR 
scanned as part of the printing process in the Office of Patent 
Publications, which, in turn, will result in a higher quality of 
printed patents. Clean application specifications, including claims, 
can more easily and accurately be scanned and converted into 
readable text by OCR in the patent printing process. While text 
marked with underlining and bracketing can be scanned, extra 
processing is required to delete the brackets, the text within the 
brackets, and to correct misreading of letters caused by the 
underlining. Thus, using clean replacement sections, or para- 
graphs, and claims will permit complete OCR scanning that is a 
faster and more accurate method of capturing the application for 
printing while eliminating an extensive amount of key-entry of 
subject matter. This will result in patents with fewer errors in need 
of correction by certificate of correction, which will be a clear 
benefit to patentees and also conserve Office resources. 


In addition to submitting a replacement section, or paragraph, or 
claim to make an amendment, applicant is required to submit a 
marked up version of the section, or paragraph, or claim to show 
the differences between the replacement and either the original or 
the most recently filed and entered version immediately prior to 
the amendment. The marked up version may be created by any 
automated or manually entered method applicant chooses, such as 
underlining and bracketing, redlining, or by any system designed 
to provide text comparison. Where a paragraph or a claim has been 
added or deleted, a marked up version is not required. If a marked 
up version is otherwise supplied, however, any added or deleted 
paragraph or claim should be identified with a statement, such as, 
“The paragraph beginning at page 6, line 3, has been deleted.” The 
size of the marked up version, and the burden associated with its 
preparation, will be minimized, whiie still retaining the require- 
ment to show changes involving any paragraph or claim that 
would otherwise be difficult to ascertain. 


Section 1.121(b) now provides for amending application specifi- 
cations by replacing §§ 1.121(a)(1) through (a)(6) of the former 
rule with new §§ 1.121(b) through (g), which treat the manner of 
making amendments in applications other than reissue applica- 
tions. Section 1.121(h) relates to amendments in reissue applica- 
tions, and it references § 1.173, where the provisions for making 
amendments in reissue applications have been transferred from 
former paragraph (b) of this section. Section 1.121(i) relates to 
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amendments in reexamination proceedings and it references 1.530, 
a reference to 1.530(d) being in former § 1.121(c). Section 1.121(j) 
provides for amendments made in provisional applications. 


Section 1.121(b)(1) provides procedures to delete, replace, or add 
a paragraph to the specification of an application. Section 
1.121(b)(1) does not apply to amendments to materials submitted 
under §§ 1.96 and 1.825. § 1.121(b)(1)(i) requires an instruction to 
unambiguously identify the location of the amendment. If a 
paragraph is to be replaced by one or more paragraphs, the 
instruction should unambiguously identify the paragraph to be 
replaced either by paragraph number, page and line, or any other 
unambiguous method, and be accompanied by the replacement 
paragraph(s) in clean form. 


Where paragraph numbering has been included in an application 
as provided in § 1.52(b)(6), applicants can easily refer to a specific 
paragraph by number when presenting an amendment. If a 
numbered paragraph is to be replaced by a single paragraph, the 
added replacement paragraph should be numbered with the same 
number as the paragraph being replaced. Where more than one 
paragraph is to replace a single original paragraph, the added 
paragraphs should be numbered using the number of the original 
paragraph for the first replacement paragraph, followed by increas- 
ing decimal numbers for the second and subsequent added 
paragraphs, i.e., original paragraph [0071] has been replaced with 
paragraphs [0071], [0071.1], and [0071.2]. If a numbered para- 
graph is deleted, the numbering of subsequent paragraphs should 
remain unchanged. 


Section 1.121(b)(1)(ii) requires that the replacement or added 
paragraph(s) be in clean form. This means that the added or 
replacement paragraph(s) must not include any markings to 
indicate the changes that have been made. Section 1.121(b)(1)(iii) 
requires a separate version of the replacement paragraph(s) to 
accompany the amendment. The separate version must include 
each replacement paragraph with markings to show the changes 
relative to the previous version as an aid to the examiner. A marked 
up version, however, does not have to be supplied for any added 
paragraph(s) or any deleted paragraph(s), as it is sufficient to 
merely indicate or identify any paragraph which has been added or 
deleted. 


Section 1.121(b)(2) permits applicants to amend the specification 
by replacement sections (e.g., as provided in §§ 1.77(b), 1.154(b), 
or § 1.163(c)). As with replacement paragraphs, the amended 
version of a replacement section is required to be provided in clean 
form, that is, without any markings to show the changes which 
have been made. A separate marked up version showing the 
changes in the section relative to the previous version must 
accompany the actual amendment as an aid to the examiner. 


Section 1.121(b)(3) also permits applicants to amend the specifi- 


cation by submitting a substitute specification, provided the 
requirements of § 1.125(b) are met. An accompanying separate 
marked up version showing the changes in the specification 
relative to the previous version is also required. 


Section 1.121(b)(4) requires that matter deleted by amendment 
pursuant to any of the earlier sections of § 1.121 can only be 
reinstated by a subsequent amendment presenting the previously 
deleted subject matter. A direction by applicant to simply remove 
a previously entered amendment will not be permitted. 


Section 1.121(c)(1) requires that all amendments to a claim be 
presented in the form of a rewritten claim. Any rewriting of a claim 
will be construed as a direction to cancel the previous version of 
the claim. See In re Byers, 230 F.2d 451, 455, 109 USPQ 53, 55 
(CCPA 1956) (amendment of a claim by inclusion of an additional 
limitation had exactly the same effect as if the claim as originally 
presented had been cancelled and replaced by a new claim 
including that limitation). Section 1.121(c)(1)(i) requires that any 
rewritten or newly added claim be submitted in clean form, that is, 
with no markings to indicate the changes that have been made. A 
parenthetical expression shouid follow the claim number indicat- 
ing the status of the claim as amended or newly added, e.g., 
“amended,” “twice amended,” or “new.” Section 1.121(c)(1)(ii) 
requires that a marked up version of any amended claim be 
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submitted, including a parenthetical expression “amended,” “twice 
amended,” etc., that should follow the claim number, on pages 
separate from the amendment, to show the changes that have been 
made by way of brackets (for deleted matter) and underlining (for 
added matter), or by any other suitable method of comparison. 
This will assist the examiner in the examination process. The 
parenthetical expression “amended,” “twice amended,” etc. should 
be the same for both the clean version of the claim under § 
1.121(c)(1)(i) and the marked up version under this paragraph. A 
marked up version does not have to be supplied for any added 
claims or any canceled claims. If a marked up version is supplied 
to show changes made to amended claims, however, applicant 
should identify (in the marked up version) any added or canceled 
claims with a statement, such as, “Claim 6 has been canceled.” 


Section 1.121(c)(2) requires that a cancelled claim can be rein- 
stated only by a subsequent amendment presenting the claim as a 
new claim with a new claim number. 


Section 1.121(c)(3) provides for the optional submission of a clean 
version (with no markings) of all of the pending claims in one 
amendment paper. The provisions under § 1.121(c)(1)(i) of this 
section provide for only the submission of newly added or 
amended claims in clean form and compliance with this section is 
required by March 1, 2001. During the transition phase, there will 
be a large number of pending applications having claims with 
underlining and bracketing (from amendments made prior to the 
effective date of the rule change) and claims in clean form (from 
amendments made after the effective date of the rule change) in the 
pending claim set. Applicants may wish to consolidate all previous 
versions of pending claims from a series of separate amendment 
papers into a single clean version in a single amendment paper. 
Providing this consolidation of claims in the file will be beneficial 
to both the Office and the applicant for patent printing purposes. 
When rewriting a claim in the clean set, the parenthetical expres- 
sion, if any, from the claim to be rewritten should not be repeated 
in the clean set.Thus, the only time a parenthetical expression 
should appear in the clean set is when a claim is being amended. 


Entry of an entire clean claim set is subject to the provisions of §§ 
1.116(b) and 1.312.For example, after receipt of a notice of 
allowance, applicant may wish to submit an entire clean set of 
claims under § 1.312, making no changes, to make publication of 
the patent as accurate as possible. This type of amendment will be 
entered. Where, however, an amendment is submitted under either 
§ 1.116 or § 1.312 which contains an entire clean set of claims, 
some of which may be amended, the examiner may choose not to 
enter the amendment pursuant to the provisions of § 1.116 or § 
1.312. 


The submission of a clean version of all the pending claims shall 
be construed as directing the cancellation of all previous versions 
of any pending claims. A marked up version wouid only be needed 
for claims being changed by the current amendment (see § 
1.121(c)(1)(ii)). Any claim not accompanied by a marked up 
version will constitute an assertion that it has not been modified 
relative to the immediate prior version. Thus, if applicant is not 
making any amendments to the claims, but is merely presenting all 
pending claims in clean form, without any underlining or brack- 
eting, a marked up version should not also be submitted. The 
examiner has no responsibility or burden to ensure the accuracy of 
applicant’s claim rewriting. 


Section 1.121(d) is amended to clarify the requirements for 
amending figures of drawings in an application. A marked up copy 
showing changes in red must be filed for approval by the examiner. 
Upon approval by the examiner, new drawings in compliance with 
§ 1.84 must be filed. 


Sections 1.121(e) and (f) correspond to §§ 1.121(a)(5) and (a)(6) 
of the former rule and now include section titles. 


Section 1.121(g) permits the Office to make amendments to the 
specification, including the claims, by examiner’s amendments 
without paragraph/section/claim replacement in the interest of 
expediting prosecution and reducing cycle time. Additions or 
deletions of subject matter in the specification, including the 
claims, may be made by instructions to make the change at a 
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precise location in the specification or the claims. The examiner’s 
amendment can be created by the examiner from a facsimile 
transmission or e-mailed amendment received by the examiner and 
referenced in the examiner’s amendment and attached thereto. Any 
subject matter, in clean version form, to be added to the specifi- 
cation/claims should be set forth separately by applicant/practitio- 
ner in the e-mail or facsimile submission apart from the remainder 
of the submission. Only that portion of an e-mail or facsimile 
directed to a clean version of the subject matter to be added should 
be copied and attached to the examiner’s amendment. A paper 
copy of the entire e-mail or facsimile submission should be entered 
in the file. Examiners would not be required to electronically save 
any e-mails once any e-mails or attachments thereto were printed 
and became part of an application file record. The e-mail practice 
that is an exception for examiner’s amendments is restricted to 
e-mails to the examiner from the attorney/applicant and should not 
be generated by the examiner to the attorney/applicant unless such 
e-mails are in compliance with all of the requirements set out in 
MPEP 502.03. 


Comment 59: Many of the comments received were opposed to the 
proposed change in amendment practice which would require 
usage of numbered paragraphs. 


Response: In view of the objections to requiring numbered 
paragraphs, revised § 1.121(b)(1)(i) merely provides for the 
optional use of numbered paragraphs. Further, § 1.121(b)(1)(i) 
does not require amendment via substitute specification if num- 
bered paragraphs are not used. Revised § 1.121(b)(1)(i) provides 
that applicants may submit amended replacement or new para- 
graphs if a specific location in the specification is identified. 


Comment 60: A concern was raised in a number of comments that 
replacement paragraphs would make the identification of changes 
more obscure than the present system of using bracketing and 
underlining, would place an extra burden on practitioners and their 
staffs, and would work against reducing paper submissions if 
applicants were required to submit marked up copies of the desired 
changes. 


Response: The comments have not been adopted. The replacement 
paragraph requirement, as well as the rewritten claim requirement, 
are both necessary to facilitate the publication of patents more 
expeditiously and with fewer errors. The Office’s goal is to 
eliminate the use of red ink and bracketing/underlining in the 
amendment of patent applications, because OCR scanning tech- 
niques now employed in the preparation of patents for publication 
can best accommodate “clean form” insertions of amended subject 
matter. The submission of marked up versions may, for a time, 
increase file size but will provide the examiner with an easy way 
to compare the most recent amendments with earlier versions in 
the application files. While it may be possible for examiners to 
compare the clean version with the previous version in order to 
detect changes, in the interest of reduced cycle time, a review of a 
marked up version of an amendment to show the changes that have 
been made, is still a very effective and useful tool to the examiner 
during the examination process. Sections 1.121(b)(1)(3) and 
(c)(1){ii), however, do not require that marked up versions of 
added or new claims, or paragraphs, be supplied so the size of the 
marked up version, and the burden on the practitioner to prepare 
the marked up version, should be minimized. The new require- 
ments provide the needed comparative basis (for paper copies) 
during the transition phase into an electronic file wrapper (EFW) 
environment. 


Comment 61: Several comments suggested identifying the re- 
placement paragraphs by page number and line number or through 
the use of replacement pages. 


Response: The changes to § 1.121 are intended, in part, to serve 
the Office and its customers during a transition into an electronic 
file wrapper (EFW) environment.Accordingly, total paragraph 
replacement will most effectively achieve the desired results. The 
suggestion to permit identification of paragraphs by any unam- 
biguous method (e.g., paragraph beginning at identified page 
number and line number) is reasonable, and it will be permitted in 
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§ 1.121(b)(1)(i). The suggestion to permit use of replacement 
pages, however, will not be adopted as it will not be practical in an 
EFW environment. 


Comment 62: One comment suggested that the instruction to 
present all amendments to claims as rewritten claims is likely to be 
understood by most practitioners as requiring the indication of 
insertions and deletions, and not as a requirement to submit a clean 
version of the amended claim. This might encourage applicants to 
submit a new schedule of amended claims in the form of new 
renumbered claims, thereby avoiding the requirement for both a 
clean version and a marked up version of pending claims. 


Response: The requirement of the rule to provide a clean version 
along with a marked up version is not ambiguous. The intent of the 
change is twofold: (1) to provide a clean version for scanning 
purposes in the publication process with a concomitant reduction 
in the number of processing errors; and (2) to provide an aid to the 
examiner in the examination process by way of a marked up 
version indicating changes from the previous version of the claim. 
While circumventing the intent of the rule may be possible, it 
seems to be in the best interest of applicants, as true partners in the 
examination process, to assist the examination process wherever 
possible. Providing a marked up version, in today’s environment 
of easy-to-use software to accomplish this result, is not anticipated 
to be that burdensome to applicants. 


Comment 63: One comment suggested that the requirement for 
replacement paragraphs/claims not be made applicable to exam- 
iner amendment practice in order to encourage amendments that 
expedite prosecution. 


Response: This suggestion has been adopted with the inclusion of 
an exception for examiners when preparing examiner’s amend- 
ments. Examiners will not be required to rewrite paragraphs of the 
specification or claims in an examiner’s amendment when prepar- 
ing an application for allowance, nor will a marked up version be 
required. 


Comment 64: One comment questioned whether applicants could 
present in a single paper, a clean version of all of the pending 
claims in the application. 


Response: In view of the fact that many pending applications will 
include amendments made prior to the effective date of the rule 
change as well as amendments made subsequent to the effective 
date of the rule change, the suggestion that all of the claims be 
re-presented in a single paper in clean form is reasonable and will 
be permitted in the final rule as an option. See § 1.121(c)(3). No 
accompanying marked up version will be necessary, unless the 
paper being submitted also includes amendments to some of the 
claims. In that case, a marked up version of only the claims being 
amended in the current paper will be required. It will be under- 
stood by the Office that any claims not accompanied by a marked 
up version will constitute an assertion that they have not been 
changed relative to the immediate prior version. 


Section 1.125: Section 1.125(b)(2) is amended to require that all 
the changes to the specification (rather than simply all additions 
and deletions) be shown in a marked up version, with the term 
“version” being substituted for the term “copy” to avoid any 
confusion as to what is supposed to be supplied. Section 
1.125(b)(2) is also amended to provide that numbering the 
paragraphs of the specification of record is not considered a 
change that must be shown. Thus, the marked up version of the 
substitute specification need not show the numbering of the 
paragraphs of the specification of record, and no marked up 
version of the substitute specification is required if the only change 
is numbering of the paragraphs of the specification of record 
Section 1.125(c) is amended to encourage that the paragraphs of 
any substitute specification be numbered in a manner consistent 
with § 1.52(b)(6). 


Section 1.131: The heading of § 1.131 is amended to clarify that 
it applies to overcoming other activities in addition to cited patents 
or publication (by deletion of the recitation to only a cited patent 
or publication). Section 1.131(a) is also amended for simplicity. 
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Section 1.131(a) is specifically amended to provide that when any 
claim of an application or a patent under reexamination is rejected, 
the inventor of the subject matter of the rejected claim, the owner 
of the patent under reexamination, or a party qualified under §§ 
1.42, 1.43, or 1.47 may submit an appropriate oath or declaration 
to establish invention of the subject matter of the rejected claim 
prior to the effective date of the reference or activity on which the 
rejection is based. Section 1.131(a) is amended to eliminate the 
provisions that specify which bases for rejection must be appli- 
cable for § 1.131 to apply. Instead, the approach is that § 1.131 is 
applicable to overcome a rejection unless the rejection is based 
upon a U.S. patent to another or others which claims the same 
patentable invention as defined in §1.601(n) (§ 1.131(a)(1)) or a 
statutory bar. This avoids the situation in which the basis for 
rejection is not a statutory bar (under 35 U.S.C. 102(a) based upon 
prior use by others in the United States) and should be capable of 
being antedated, but the rejection is not specified as a basis for 
rejection that must be applicable for § 1.131 to apply. 


Affidavits under § 1.131 to overcome rejections based on prior 
knowledge or use under 35 U.S.C. 102(a) are effective on the date 
of publication in the Federal Register for all pending applications 
where such issue needs to be addressed (to include appropriately 
filed requests for reconsideration). 


Section 1.131(a) is also amended to provide that the effective date 
of a U.S. patent is the date that such U.S. patent is effective as a 
reference under 35 U.S.C. 102(e).MPEP 2136.03 provides a 
general discussion of the date a U.S. patent is effective as a 
reference under 35 U.S.C. 102(e). Finally, § 1.131(a) is amended 
to provide that prior invention may not be established under § 
1.131 if either: (1) the rejection is based upon a U.S. patent to 
another or others which claims the same patentable invention as 
defined in § 1.601(n); or (2) the rejection is based upon a statutory 
bar. 


Section 1.132: Section § 1.132 is amended to eliminate the 
provisions that specify which bases for rejection must be appli- 
cabie for § 1.132 to apply. Instead, the approach is that 1.132 is 
applicable to overcome a rejection unless the rejection is based 
upon a U.S. patent to another or others that claims the same 
patentable invention as defined in § 1.601(n). Section 1.132 is 
specifically amended to state that: (1) when any claim of an 
application or a patent under reexamination is rejected or objected 
to, an oath or declaration may be submitted to traverse the 
rejection or objection; and (2) an oath or declaration may not be 
submitted under this section to traverse a rejection if the rejection 
is based upon a U.S. patent to another or others that claims the 
same patentable invention as defined in § 1.601(n). 


Affidavits under § 1.132 to overcome rejections based on prior 
knowledge or use under 35 U.S.C. 102(a) are effective on the date 
of publication in the Federal Register for all pending applications 
where such issue needs to be addressed (to include appropriately 
filed requests for reconsideration). 


Sections 1.131 and 1.132 are procedural in nature providing 
mechanisms for the submission of evidence to antedate or other- 
wise traverse a rejection; however, they do not address the 
substantive effect of the submission of such evidence on the 
objection or rejection at issue. See, e.g., In re Zletz, 893 F.2d 319, 
322-23, 13 USPQ2d 1320, 1322-23 (Fed. Cir. 1989)(§ 1.131 
provides an ex parte mechanism whereby a patent applicant may 
antedate subject matter in a reference); Newell Cos. v. Kenney 
Mfg., 864 F.2d 757, 768- 69, 9 USPQ2d 1417, 1426-27 (Fed. Cir. 
1988) (the mere submission of evidence under 1.132 does not 
mandate a conclusion of patentability). An applicant’s compliance 
with §§ 1.131 or 1.132 means that the applicant is entitled to have 
the evidence considered in determining the patentability of the 
claim(s) at issue. It does not mean that the applicant is entitled as 
a matter of right to have the rejection of or objection to the claim(s) 
withdrawn. 


Section 1.133: Section 1.133(a) is amended to create §§ 
1.133(a)(1) through (a)(3). Section 1.133(a)(1) provides that inter- 
views must be conducted on “Office premises” (rather than “in the 
examiner’s rooms”). The purpose of this change is to account for 
interviews conducted in conference rooms or by video conference. 
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Section 1.133(a)(2) is amended to conform to the practice in 
MPEP 713.02 (of ordinarily) providing for an interview relating to 
patentability of a pending application where the application is a 
continuing or substitute application. The paragraph is also 
amended by changing interview to the singular to clarify that 
ordinarily a single interview prior to first Office action is permitted 
in a continuing or substitute application. 


Comment 65: One comment urged that interviews be allowed in a 
CPA prior to a first Office action. 


Response: The comment has been adopted in a broader manner to 
apply to all continuations and substitute applications that conform 
to practice set forth in the MPEP. 


Section 1.136: Section 1.136(c) is added to provide that if an 
applicant is notified in a “Notice of Allowability” that an applica- 
tion is otherwise in condition for allowance, the following time 
periods are not extendable if set in the “Notice of Allowability” or 
in an Office action having a mail date on or after the mail date of 
the “Notice of Allowability”:(1) the period for submitting an oath 
or declaration in compliance with § 1.63; and (2) the period for 
submitting formal drawings set under § 1.85(c). It had also been 
proposed to add a third item: the period for making a deposit that 
is set under § 1.809(c).This portion has been held in abeyance in 
view of § 4805 of the “American Inventor’s Protection Act of 
1999.” Section 4805(c) requires that in drafting regulations affect- 
ing biological deposits (including any modification of title 37, 
Code of Federal Regulations, § 1.801 et seq.), the Office shall 
consider the recommendations of a study that is mandated under 
that section. Any change relating to time periods for deposits after 
mailing of the “Notice of Allowability” will be postponed until the 
study is completed.See also the change that was proposed to § 
1.809. 


Elimination of the § 1.136 (and § 1.85(c)) extension of time for 
filing corrected or formal drawings applies only where a Notice of 
Allowability requiring the corrected or formal drawing has been 
mailed on or after sixty days after publication in the Federal 
Register. 


Section 1.137: Section 1.137(c) is amended to provide that any 
petition under 1.137 in either a utility or plant application filed 
before June 8, 1995, must be accompanied by a terminal dis- 
claimer and fee as set forth in 1.321 dedicating to the public a 
terminal part of the term of any patent granted equivalent to the 
lesser of: (1) the period of abandonment of the application; or (2) 
the period extending beyond twenty years from the date on which 
the application for the patent was filed in the United States or, if 
the application contains a specific reference to an earlier filed 
application(s) under 35 U.S.C. 120, 121, or 365(c), from the date 
on which the earliest such application was filed. This change will 
further harmonize effective treatment under the patent term pro- 
visions of 35 U.S.C. 154(b) and (c) of utility and plant applications 
filed before June 8, 1995, with utility and plant applications filed 
on or after June 8, 1995. Section 1.137(c) also provides that its 
terminal disclaimer requirement does not apply to applications for 
which revival is sought solely for purposes of copendency with a 
utility or plant application filed on or after June 8, 1995, or to 
lapsed patents. 


The amendments to revivals under § 1.137 is effective on the date 
of publication in the Federal Register. 


When a terminal disclaimer (under § 1.137(c)) is filed with a 
petition under § 1.137 to revive an abandoned application, the 
Office currently indicates the period disclaimed in the decision 
granting such petition. The Office, however, cannot determine (at 
the time a petition to revive is granted) the period disclaimed under 
revised § 1.137(c) (i.e., which period is lesser: the period of 
abandonment of the application, or the period extending beyond 
twenty years from the date on which the application for the patent 
was filed in the United States or, if the application contains a 
specific reference to an earlier filed application(s) under 35 U.S.C. 
120, 121, or 365(c), from the date on which the earliest such 
application was filed). Therefore, the Office will discontinue 
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indicating the period disclaimed under § 1.137(c) in its decision 
granting a petition under § 1.137 to revive an abandoned applica- 
tion. 


The period of abandonment is the number of days between the date 
of abandonment and the mailing date of the decision reviving the 
abandoned application. MPEP 710.01(a) provides an explanation 
of how the date of abandonment is determined. The date that is 
twenty years from the date on which the application for the patent 
was filed in the United States or, if the application contains a 
specific reference to an earlier filed application(s) under 35 U.S.C. 
120, 121, or 365(c), from the date on which the earliest such 
application was filed, should be ascertainable from the filing date 
and continuity information provided on the front page of the 
patent. The period extending beyond that date is the number of 
days between that date and the day that is seventeen years from the 
date of grant of the patent. The period disclaimed is the lesser of 
these two periods. 


Section 1.138: Section 1.138 is amended to create §§ 1.138(a) and 
(b), and to clarify the signature requirement for a letter (or written 
declaration) of express abandonment. Section 1.138(a) provides 
that: (1) an application may be expressly abandoned by filing in 
the United States Patent and Trademark Office a written declara- 
tion of abandonment identifying the application; and (2) express 
abandonment of the application may not be recognized by the 
Office unless it is actually received by appropriate officials in time 
to act before the date of issue. Section 1.138(b) also provides that 
a written declaration of abandonment must be signed by a party 
authorized under §§ 1.33(b)(1), (b)(3), or (b)(4) to sign a paper in 
the application, except that a registered attorney or agent, not of 
record, who acts in a representative capacity under the provisions 
of § 1.34(a) when filing a continuing application, may expressly 
abandon the prior application as of the filing date granted to the 
continuing application. 


Section 1.152: Section 1.152 was amended to delete the reference 
to the requirement for a petition for color photographs and 
drawings as unnecessary in view of the clarifications to §§ 1.84(a), 
(a)(2), (b)(1), and (b)(2) that now include a specific reference to 
design applications. Former §§ 1.152(a), (a)(1), and (a)(2) were 
deleted with the remaining text combined into a single paragraph. 


Section 1.152 was amended in 1997 to clarify Office practice that 
details disclosed in the drawings or photographs filed with a design 
application are considered to be an integral part of the disclosed 
and claimed design, unless disclaimed. See Changes to Patent 


Practice and Procedure, Final Rule Notice, 62 FR 53131, 53164 


(October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 91 (October 21, 
1997). A subsequent decision by the Federal Circuit, however, has 
called this practice into question. See In re Daniels, 144 F.3d 1452, 
46 USPQ2d 1788 (Fed. Cir. 1998), rev’g, Ex parte Daniels, 40 
USPQ2d 1394 (Bd. Pat. App. & Int. 1996). Accordingly, the Office 
is amending § 1.152 to eliminate these provisions. See Removal of 
Surface Treatment From Design Drawings Permitted, Notice, 1217 
Off. Gaz. Pat. Office 19 (December 1, 1998). 


The elimination of provisions relating to the integral nature of 
designs in § 1.152 is effective on the date of publication in the 
Federal Register. 


Section 1.154: Section 1.154(a) is separated into §§ 1.154(a) and 
(b) and the material clarified. The order of the papers in a design 
patent application, including the application data sheet (see § 
1.76), is listed in § 1.154(a). The order of the sections in the 
specification of a design patent application is listed in § 1.154(b). 
New § 1.154(c) corresponds to § 1.77(c) and provides that the 
section headings should be in uppercase letters without underlin- 
ing or bold type. 


Comment 66: One comment suggested adding the words “in a 
design application” to the end of the § 1.154 header for clarity. 


Response: The comment has been adopted. 
Section 1.155: Section 1.155 is revised to eliminate all former § 


1.155 provisions as being unnecessarily duplicative of the provi- 
sions of §§ 1.311(a) and 1.316, which apply to the issuance of all 
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patents, including designs. Revised § 1.155 establishes an expe- 
dited procedure for design applications. The procedure is available 
to all design applicants who first conduct a preliminary examina- 
tion search and file a request for expedited treatment accompanied 
by a fee commensurate with the Office cost of the expedited 
treatment and handling (§ 1.17(k)). This cost-based expedited 
treatment is intended to fulfill a particular need by affording rapid 
design patent protection that may be especially important where 
marketplace conditions are such that new designs on articles are 
typically in vogue for limited periods of time. The Office requires 
a statement that a preexamination search was conducted, which 
must also indicate the field of search and include an information 
disclosure statement in compliance with § 1.98. Formal drawings 
in compliance with 1.84 are also required. The applications will be 
individually examined with priority, and the clerical processing 
will be conducted and/or monitored by specially designated 
personnel to achieve expeditious processing through initial appli- 
cation processing and the Design Examining Group. The Office 
will not examine an application that is not in condition for 
examination even if the applicant files a request for expedited 
examination under this section. 


The expedited procedure for design applications under § 1.155 is 
effective on the date of publication in the Federal Register. 


Comment 67: Two comments considered the $900 fee for the 
expedited processing of design applications to be excessive when 
compared to the fee for a “Petition to Make Special.” 


Response: Based on a conservative cost estimate, the $900 fee 
specified in § 1.17(k) for the expedited examination of design 
applications is the fee necessary to recover the Office’s cost of 
providing such expedited examination. See 35 U.S.C. 41(d). An 
application granted special status pursuant to a successful “Petition 
to Make Special” is prioritized while it is on the examiner’s docket 
so that the application will be examined out of turn responsive to 
each successive communication from the applicant requiring 
Office action. The expedited treatment available under § 1.155, 
however, occurs through initial application processing and the 
Design Examining Group. For a patentable design application, the 
expedited treatment would be a streamlined filing-to-issuance 
procedure.This procedure further expedites design application 
processing by decreasing clerical processing time as well as the 
time spent routing the application between processing steps. 
Specially designated personnel will be required to conduct and/or 
monitor the expedited clerical processing. Also, expedited design 
applications may be individually treated throughout the examina- 
tion process where necessary for expedited treatment, whereas 
normally, the search phase of design application examination is 
conducted in groups. Further, the “Petition to Make Special” 
procedure will continue to be made available without any antici- 
pated increase in the required petition fee. 


Comment 68: Two comments suggested requiring a fee in ex- 
change for expedited examination instead of requiring a fee “[F]or 
filing a request for expedited examination under § 1.155(a)” as 
stated in § 1.17(k). According to the comments, the suggested 
recharacterization of the fee would permit refunding the fee as a 
payment made “in excess of that required” (§ 1.26) if the expedited 
service is not in fact provided. 


Response: The comments are not adopted. Statutory authority for 
§ 1.26 is found at 35 U.S.C. 42(d) which permits a refund “of any 
fee paid by mistake or any amount paid in excess of that required.” 
According to the statute, any refund of an “amount paid in excess” 
must be based upon an overpayment of a fee that was, in fact, 
“required” when the fee was paid. The suggested fee characteriza- 
tion would have no effect in that regard. The required amount is the 
§ 1.17(k) fee whether it is for a request for expedited examination 
or for an actual expedited examination. Furthermore, the rule is 
silent as to any time frame definition of expedited treatment. It is 
the Office’s intent to set forth an objective for examination, such as 
three months, and an objective for printing. Should the Office fail 
to meet a stated objective for any one particular design application, 
applicant may still have received significant benefit, particularly if 
the objective was missed only by a week or month. Applicants can 
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choose whether to spend the additional fee in part based on the 
Office’s performance in meeting its objectives with other design 
applications. 


Comment 69: One comment reasoned that in order to provide the 
expedited service without compromising examination quality, 
design application examiners would have to be allotted extra time 
to individually search expedited applications. 


Response: Individual searching of a design application may not 
necessarily be required to meet the objective of expedited treat- 
ment. Where an individual search is required, the Technology 
Center will address the matter on a case-by-case basis. 


Section 1.163: The title of § 1.163 is amended for clarity by the 
addition of “in a plant application.” 


Section 1.163(a) second sentence is amended by substituting “For” 
for “[iJn the case of.” 


Section 1.163(b) is amended to delete the requirement for two 
copies of the specification for consistency with the current Office 
practice. See Interim Waiver of 37 C.F.R. 1.163(b) for Two Copies 
of a Specification of an Application for a Plant Patent, Notice, 
1213 Off. Gaz. Pat. Office 109 (August 4, 1998). Section 1.163(c) 
is separated into §§ 1.163(b) and (c). The order of the papers in a 
plant patent application, including the application data entry sheet 
(see § 1.76) is listed in § 1.163(b). The order of the sections in the 
specification of a plant patent application are listed in 1.163(c). 
New § 1.163(d) corresponds to § 1.77(c) and provides that the 
section headings should be in uppercase ietters without underlin- 
ing or bold type. 


New § 1.163(c)(4) and § 1.163(c)(5) request that the plant patent 
applicant state the Latin name and the variety denomination tor the 
plant claimed. As discussed above, the Office, has been asked to 
compile a database of the plants patented and the database must 
include the Latin name and the variety denomination of each 
patented plant, and having this information in separate sections of 
the plant patent application will make the process of compiling this 
database more efficient. 


Current §§ 1.163(c)(3) through (c)(5) are redesignated 1.163(c)(1) 
through (c)(3), respectively. 


Sections 1.163(c)(14) and (d) are amended to delete the reference 
to a plant patent color coding sheet. The color codes and the color 
coding system are generally included in the specification. Repeat- 
ing the color coding information in a color coding sheet increases 
the risk of error and inconsistencies. 


Comment 70: One comment suggested that the title be amended 
for clarity by addition of “in a plant application.” 


Response: The suggestion has been adopted. 


Section § 1.173: Section 1.173 is amended to consolidate (1) the 
requirements for the filing of reissue applications formerly in § 
1.173, (2) the requirements for amending reissue applications 
formerly in § 1.121, and (3) the requirements for reissue drawings 
formerly in § 1.174. Section 1.174 is being eliminated as the 
requirements for filing drawings in reissue applications have been 
moved to § 1.173. Section 1.173 also has been amended to include 
the same basic filing requirements for reissue applications that are 
currently only set forth in the MPEP. All of these changes have 
been made so that applicants will be able to find, in a single rule 
section, all of these critical requirements that must be complied 
with when preparing and filing a reissue application. Further, the 
requirements for the specification, claims and drawings are now 
set forth in separate paragraphs, which are clearer and easier to 
understand. 


The title of § 1.173 is amended to “Reissue specification, 
drawings, and amendments” in order to more aptly describe the 
inclusion of all filing and amendment requirements for the 
specification, including the claims, and the drawings of reissue 
applications in a single section. 
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Section 1.173(a) provides the current requirements for the contents 
of a reissue application at filing. The existing prohibition against 
new matter in a reissue application, and the statutory provision 
permitting enlarging the scope of the original patent claims within 
two years of the patent date, formerly in § 1.121(b)(5), are added 
to this section. 


Section 1.173(a)(1) now requires that the specification, including 
the claims, be furnished in the form of a copy of the printed patent 
in double column format (as the patent can be simply copied 
without cutting into single columns) with one page of the patent 
appearing on only one side of each individual page of the 
specification of the reissue application.This format for submitting 
a reissue application represents a change from what was formerly 
set out as an option in MPEP 1411. Section 1.173(a)(1) also 
provides that amendments made to the specification at filing be 
made according to § 1.173(b). A cross- reference has been added 
to § 1.52, wherein form requirements are provided for papers in 
patent applications, including reissue applications. Additionally, a 
copy of any disclaimer (§ 1.321), certificate of correction (§§ 
1.322 through !.324), or reexamination certificate (§ 1.570) issued 
in the patent must be supplied. See also § 1.178. 


Section 1.173(a)(1) applies to reissue applications filed on or after 
two months from the date of publication of the rule in the Federal 
Register. 


Section 1.173(a)(2) sets forth the requirements for the drawings at 
the time the reissue application is filed. If clean copies (i.e., good 
quality photocopies free of any extraneous markings) of the 
drawings from the original patent are supplied by applicant at the 
time of filing the reissue application, and the copies meet the 
requirements of § 1.84, no further (formal) drawings will be 
required. The former provision of § 1.174 requiring temporary 
drawings is eliminated in view of this amendment to § 1.173. The 
Office will now print a reissue patent using clean copies of the 
patent drawings. How changes to the patent drawings may be 
made at the time of filing of the reissue application, or during the 
prosecution, is now specifically set forth. Such changes must be 
made in accordance with the requirements of amended§ 
1.173(b)(3) (which are essentially the requirements of former §§ 
1.121(b)(3)(i) and (ii)). If applicant does not provide clean copies 
of the patent drawings, or if changes are made to the drawings 
during the reissue prosecution, drawings in compliance with 1.84 
will be required at the time of allowance. The practice of 
transferring drawings from the patent file is eliminated since clean 
photocopies of patent drawings will be acceptable for use in the 
printing of the reissue patent. 


Section 1.173(b) provides for the manner of making amendments 
in a reissue application. Amendments may be made either by 
physically incorporating the changes within the body of the 
specification (including the claims) as filed, or by a separate 
amendment paper (either at filing or during the prosecution of the 
application), directing that specified changes be made to the 
application specification, including the claims, or to the drawing- 
s.If amendments are submitted as part of the specification as filed, 
they may be incorporated by cutting the column, inserting the 
added material and rejoining the remainder of the column. 


Sections 1.173(b)(1) and (b)(2) incorporate the provisions for- 
merly part of 1.121(b)(1) and (b)(2) as to the manner of amending 
the specification and claims, respectively. Section 1.173(b)(1) is 
clarified to note that the paragraph applies whether or not an 
amendment is submitted on paper or compact disc pursuant to §§ 
1.52(e)(1) and 1.821(c) but not for discs submitted under § 
1.821(e). 


Section 1.173(b)(3) incorporates the provisions formerly set forth 
in § 1.121(b)(3) as to amending reissue drawings. 


Section 1.173(c) now requires that whenever an amendment is 
made to the claims, either at the time of filing or during the 
prosecution, the amendment must be accompanied by a statement 
as to the status of all patent claims and all added claims, and an 
explanation as to the support in the disclosure for any concurrently 
made changes to the claims. 
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Section 1.173(c) applies to any pending or newly filed application 
two months from the date of publication of the rule in the Federal 
Register. 


Section 1.173(d) incorporates the provisions of former §§ 
1.121(b)(1)(iii) and (b)(2)(i(C) as to how changes in reissue 
applications are shown in the specification and claims, respec- 
tively. An exception to the normal underlining requirement is made 
for compact disc submissions. Instead of underlining the material, 
the following XML tag must be used to identify the material that 
is being added: start with “<U>” and end with “<\U>” to properly 
identify the material being added. 


Sections 1.173(e), (f), and (g) merely reiterate requirements for 
retaining original claim numbering, amending the disclosure when 
required, and making amendments relative to the original patent, 
which were formerly set out in 1.121(b)(2)(B), (b)(4), and (b)(6), 
respectively. 


Comment 71: A comment was made calling attention to the fact 
that amendments made to sequence listings are provided for in 
sections on sequence listings (§ 1.821 et seq.). 


Response: The comment has been adopted. With respect to the 
existing practice of making submissions under § 1.821(e), § 1.173 
has been amended to limit the application of this section to 
computer programs and tables (see § 1.52(e)(1)) and to § 1.821(c), 
but not to submissions under § 1.821(e). 


Section 1.174: Section 1.174 is removed (and reserved) in view of 
the inclusion of all filing and amendment requirements for reissue 
drawings in amended § 1.173. Thus, in addition to the reissue 
filing requirements of former § 1.173, the reissue amendment 
requirements of former § 1.121(b) and the reissue drawing 
requirements of former § 1.174 are all included in a single rule, 
amended § 1.173. The changes consolidating several former rules 
into a single rule should make the requirements for all reissue 
filings and amendments quicker to locate and easier to understand. 


Section 1.176: Section 1.176 is amended to create §§ 1.176(a) and 
(b). Section 1.176(a) contains material retained from the former 
rule, while § 1.176(b) contains new material permitting certain 
restrictions. 


Section 1.176 is amended to eliminate the prohibition against 
requiring division in a reissue application. The Federal Circuit has 
indicated that 35 U.S.C. 251 does not, under certain circumstances, 
prohibit an applicant in a reissue application from adding claims 
directed to an invention which is separate and distinct from the 
invention defined by the original patent claims. See In re Amos, 
953 F.2d 613, 21 USPQ2d 1271 (Fed. Cir. 1991). Former § 1.176, 
however, prohibited the Office from making a restriction require- 
ment in a reissue application. This prohibition in former § 1.176, 
in combination with the Federal Circuit’s decision in Amos, 
frequently placed an unreasonable burden on the Office in requir- 
ing the examination of multiple inventions in a single reissue 
application. 


Elimination of the prohibition against restriction in divisional 
application under § 1.176 is effective for reissue applications filed 
on or after the date that is sixty days after the date of publication 
in the Federal Register. 


Section 1.176(b) now allows the Office to make a restriction 
requirement in a reissue application between claims added in a 
reissue application and the original patent claims, where the added 
claims are directed to an invention which is separate and distinct 
from the invention(s) defined by the original patent claims. The 
criteria for making a restriction requirement in a reissue applica- 
tion between added claims and original patent claims is the same 
as that applied in an original application. See MPEP 806 through 
806.05(i). Where a restriction requirement is made, the original 
patent claims will be held to be constructively elected and the 
examiner will issue an Office action on the merits providing 
notification of the restriction requirement in such Office action. 
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If a requirement for restriction between the claims of the original 
patent and those added claims which are directed towards previ- 
ously unclaimed subject matter is made by the examiner, the group 
containing the original patent claims (amended or unamended) 
will be held to be constructively elected, unless a disclaimer of all 
the patent claims is filed in the reissue application, which dis- 
claimer cannot be withdrawn by applicant. 


The original patent claims (which have been constructively 
elected) will receive a complete examination on their merits, while 
the nonelected (added) claims (to any added invention(s)) will be 
held in abeyance in a withdrawn status. These nonelected (added) 
claims will only be examined if filed in a divisional reissue 
application. If the reissue application contains only original 
unamended claims and is found to be allowable, further action in 
the reissue application may have to be suspended, since the Office 
will not allowa reissue patent which does not correct any error in 
the original patent. If the divisional reissue application containing 
the added claims is examined and is found to be allowable, the 
Office may recombine the several sets of examined and allowable 
claims into one of the reissue applications, which then can be 
allowed. See the discussion of § 1.177 for additional details for 
presenting multiple reissue applications. 


The Office is requiring a constructive election of the original 
(patented) claims to ensure that the original (patented) claims 
receive an examination on their merits. If a reissue applicant was 
permitted to elect the added claims directed toward previously 
unclaimed subject matter, and, after an examination of only these 
added claims, the divisional claims were determined to be unpat- 
entable, applicant would most likely let the reissue application go 
abandoned and not file a divisional reissue application directed 
toward the original claims of the patent. In this circumstance, no 
examination of the original claims of the patent would be made. 
This would not be appropriate as the filing of the reissue 
application would mandate that the original patent claims be 
reevaluated/examined again.Thus, a constructive election of the 
original patent claims and an examination thereof in the first 
reissue application would force the applicant to file a divisional 
reissue application with claims to the added invention in order to 
secure an examination of such added claims. 


The Office will continue to not require restriction among original 
claims of the patent (i.e., among claims that were in the patent 
prior to filing the reissue application) and the rule has been 
amended to reflect that practice. In order for restriction to be 
required between the original patent claims and added claims, the 
added claims must be directed toward inventions which are 
separate and distinct from the invention(s) defined by the original 
patent claims. Restriction between multiple inventions in the 
added claims will be permitted provided the added claims are 
drawn to several separate and distinct inventions. 


Section 1.176 has been further amended to delete the two-month 
portion of the rule relating to when a reissue application will be 
acted upon. When any particular reissue application is taken up for 
action is an internal Office policy that need not be set forth in the 
rules of practice. Moreover, it is the intent of the Office to consider 
acting on divisional reissue applications prior to expiration of the 
two-month period after announcement of the reissue filing in the 
Official Gazette. 


The amendments to this section are not intended to affect the types 
of errors that are or are not appropriate for correction under 35 
U.S.C. 251 (e.g., applicant’s failure to timely file a divisional 
application is not considered to be the type of error that can be 
corrected by a reissue). See In re Watkinson, 900 F.2d 230, 14 
USPQ2d 1407 (Fed. Cir. 1990); In re Mead, 581 F.2d 251, 198 
USPQ 412 (CCPA 1978); and In re Orita, 550 F.2d 1277, 193 
USPQ 145 (CCPA 1977). 


Section 1.177: The title to § 1.177 has been amended to read 
“Issuance of multiple reissue patents” in order to include proce- 
dures pertaining to continuation reissue applications as well as 
divisional reissue applications. 


Section 1.177 is amended to eliminate former requirements that 
divisional reissues be limited to separate and distinct parts of the 
thing patented, and that they be issued simultaneously unless 


OFFICIAL GAZETTE 


Fepruary 20, 2001 


ordered by the Commissioner. The rule is expanded to include 
continuations of reissues as well as divisionals. See In re Graff, 111 
F.3d 874, 876-77,42 USPQ2d 1471, 1473 (Fed. Cir. 1997). The 
Federal Circuit specifically stated: 


... [35 U.S.C. 251, 43,] provides that the general rules for patent 
applications apply also to reissue applications, and [35 U.S.C. 251, 
q2,] expressly recognizes that there may be more than one reissue 
patent for distinct and separate parts of the thing patented. [35 
U.S.C. 251] does not prohibit divisional or continuation reissue 
applications, and does not place stricter limitations on such 
applications when they are presented by reissue, provided of 
course that the statutory requirements specific to reissue applica- 
tions are met. See (35 U.S.C. 251, 43]. 


... (35 U.S.C. 251, 2,] is plainly intended as enabling, not 
limiting.[35 U.S.C. 251, 42,] has the effect of assuring that a 
different burden is not placed on divisional or continuation reissue 
applications, compared with divisions and continuations of origi- 
nal applications, by codifying [The Corn-Planter Patent, 90 U.S. 
181 (1874),] which recognized that more than one patent can result 
from a reissue proceeding. Thus, [35 U.S.C. 251, 42,] places no 
greater burden onacontinuation reissue application than upon a 
continuation of an original application; [35 U.S.C. 251, 42,] 
neither overrides, enlarges, nor limits the statement in [35 U.S.C. 
251, 43,] that the provisions of Title 35 apply to reissues. See id. 
at 876-77, 42 USPQ2d at 1473. 


Thus, the Federal Circuit has indicated that a continuation or 
divisional reissue application is not subject to any greater burden 
other than the burden imposed by 35 U.S.C. 120 and 121 ona 
continuation or divisional non-reissue application, except that a 
continuation or divisional reissue application must also comply 
with the statutory requirements specific to reissue applications 
(e.g., the “error without any deceptive intention” requirement of 35 
U.S.C. 251, 41). 


Following Graff, the Office has adopted a policy of treating 
continuations/divisionals of reissue applications in much the same 
manner as continuations/divisionals of non-reissue applications. 
Accordingly, the former requirements of § 1.177 as to petitioning 
for non- simultaneous issuance of multiple reissue patents, sus- 
pending prosecution in an allowable reissue application while the 
other is prosecuted, and limiting the content of each reissue 
application to separate and distinct parts of the thing patented, are 
all eliminated. These requirements were considered unique to 
reissue continuations/divisionals, imposed additional burdens on 
reissue applicants, and are now inconsistent with the Federal 
Circuit’s discussion of 35 U.S.C. 251, 42, in Graff. 


The changes to § 1.177 relating to divisional reissues are effective 
on the date of publication of the rule in the Federal Register for all 
pending and new reissue applications. 


Additionally, § 1.177(a) is amended to require that all multiple 
reissue applications of a single patent include as the first line of the 
respective specifications a cross-reference to the other reissue 
application(s). The cross-reference will provide the public with 
notice that more than one reissue application has been filed to 
correct an error (or errors) in a single patent. If one reissue has 
already issued without the appropriate cross-reference, a certificate 
of correction will be issued to provide the cross-reference in the 
issued reissue patent. The Office will initiate a certificate of 
correction under § 1.322 to include the appropriate cross-reference 
in the already issued first reissue patent before passing the pending 
reissue application to issue. 


Section 1.177(b) is amended to require that all of the claims of the 
patent be presented in each application as amended, unamended or 
canceled, and that the same claim not be presented for examination 
in more than one application in its original unamended version. 
Any added claims must be numbered beginning with the next 
highest number following the last patent claim. 


If the same or similar claims are presented in more than one of the 
multiple reissue applications, statutory double patenting (35 
U.S.C. 101) or non-statutory (judicially created doctrine) double 
patenting may be considered by the examiner during examination, 
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and appropriate rejections will be made. If needed to overcome the 
rejections, terminal disclaimers will be required in order to ensure 
common ownership of any non-distinct claims throughout each of 
the patents’ lifetimes. 


Amendments are concurrently made to permit restriction in reissue 
applications between the original patent claims and any added 
claims to separate and distinct subject matter (see change to § 
1.176). If one or more divisional applications are filed after such a 
restriction requirement, § 1.177(c) provides that the resulting 
multiple reissue applications will be issued alone or together, but 
each of the reissue applications will be required to include changes 
which correct an error in the original patent before it can be issued 
as a reissue patent. If one of the applications resulting from the 
restriction requirement is found to be allowable without any 
changes relative to the patent (i.e., it includes only all the original 
patent claims), further action will be suspended until one other 
reissue application becomes allowable; then, the two will be 
recombined and issued as a single reissue patent. If the several 
reissue applications resulting from the restriction each include 
changes correcting some error in the original patent, the reissue 
applications could be issued separately, with an appropriate 
cross-reference to the other(s) in each of the respective specifica- 
tions. 


Section 1.178: The title of § 1.178 is amended to reflect the 
addition of the material in new § 1.178(b), and the rule is amended 
to create § 1.178(a) containing some of the material in the former 
rule, and § 1.178(b). 


Section 1.178(a) is amended to no longer require an offer to 
surrender the original patent at the time of filing as part of the 
reissue application filing requirements. Omission of this formality 
by applicants in the past has resulted in processing delays due to 
the Office’s sending of a Notice to File Missing Parts of Applica- 
tion. The change to this section relaxes the former requirement and 
permits examination to commence without the “offer” to surrender 
the original patent. The requirement for actual surrender of the 
original patent (or a “statement” of its loss, as set out below) 
before the reissue application is allowed, however, is retained. 


Section 1.178(a) is also amended to change “affidavit or declara- 
tion” (attesting to the loss or inaccessibility of the original patent) 
to “statement.” This change will eliminate the verification require- 
ments of the former rule, which are formalities covered by §§ 1.4 
and 10.18. 


Replacement in § 1.178(a) of the oath or declaration with a 
statement that the original patent is lost or inaccessible is effective 
on the date of publication in the Federal Register for all pending or 
new reissue applications. 


Section 1.178(b) has been added to require reissue applicants to 
call to the attention of the Office any prior or concurrent proceed- 
ing in which the patent (for which reissue is requested) is or was 
involved, such as interferences, reissues, reexaminations, or liti- 
gation (litigation covers any papers filed in the court or issued by 
the court, such as, for example, motions, pleadings, and court 
decisions including court orders) and the results of such proceed- 
ings. The duty to submit such information is a continuing duty and 
runs from the time the reissue application is filed until the reissue 
application is abandoned or issues as a reissue patent. The addition 
of § 1.178(b) is intended to further the Office’s desire to make 
consistent both reissue and reexamination proceedings as much as 
possible (see §§ 1.565(a) and (b)). See also § 1.173(a)(1). 


The need to call the attention of the Office to prior or concurrent 
proceedings in which the patent (for which reissue is requested) is 
or was involved applies to pending and new reissue applications. 


Section 1.181: Section 1.181 provides generically for petitions to 
the Commissioner of Patents and Trademarks concerning patent- 
related matters. Section 1.181(f) is amended to provide that any 
petition under 37 CFR part | not filed within two months of the 
mailing date of the action or notice from which relief is requested 
may be dismissed as untimely (except as otherwise provided). 
Thus, any petition under § 1.182 or § 1.183 not filed within two 
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months from the mailing date of the action or notice placing 
petitioner on notice of the situation from which relief is requested 
may be dismissed as untimely. 


The Office has long considered the two-month period in § 1.181(f) 
to be the benchmark for determining the timeliness of petitions. 
See Changes to Patent Practice and Procedure, 62 FR at 53161, 
1203 Off. Gaz. Pat. Office at 88 (the Office considers the 
two-month period in § 1.181(f) to be the appropriate period by 
which the timeliness of a petition should be determined). Never- 
theless, there appears to be some confusion as to when other 
petitions (e.g., §§ 1.182 and 1.183) must be filed to be timely, or 
even whether there is any period within which other petitions must 
be filed to be timely. See Helfgott v. Dickinson, 209 F.3d 1328, 
1333 n.3, 54 USPQ2d 1425, 1428 n.3 (Fed. Cir. 2000). 


Therefore, the Office is revising § 1.181(f) to clarify that its 
two-month time period applies to any petition under 37 CFR part 
1, except as otherwise provided. Section 1.181(f) is also amended 
to provide that this two-month period is not extendable. A number 
of sections (e.g., §§ 1.377, 1.378, 1.644, 1.740) specify the time 
period within which a petition must be filed (or may be dismissed 
as untimely). The two-month time period in § 1.181(f) applies to 
a petition under any section that does not specify the time period 
within which a petition must be filed. 


Section 1.193: Section 1.193(b)(1) is amended to provide that 
appellant may file a reply brief to an examiner’s answer “or a 
supplemental examiner’s answer.” The purpose of this amendment 
is to clarify the current practice that the appellant may file a (or 
another) reply brief within two months of a supplemental exam- 
iner’s answer (§ 1.193), but the appellant must file any request for 
an oral hearing within two months of the examiner’s answer (§ 
1.194). 


Section 1.303: Section 1.303(a) is amended to add the phrase “to 
an interference” between “any party” and “dissatisfied with the 
decision of the Board of Patent Appeals and Interferences” to 
correct an inadvertent omission. 


Section 1.311: Section 1.311(b) is amended to create §§ 1.311(b), 
(b)(1), and (b)(2). Section 1.311(b) provides that an authorization 
to charge the issue fee (§ 1.18) to a deposit account may be filed 
in an individual application only after the mailing of the notice of 
allowance. Accordingly, general authorizations to pay fees and 
specific authorizations to pay the issue fee that are filed prior to the 
mailing of a notice of allowance will generally not be treated as 
requesting payment of the issue fee and will not be given effect to 
act as a reply to the notice of allowance. Applicant, when paying 
the issue fee, should submit a new authorization to charge fees, 
such as by completing box 6b. on the current PTOL-85B form. 
Where no reply to the notice of allowance is received, the 
application will stand abandoned notwithstanding the presence of 
general authorizations to pay fees or a specific authorization to pay 
the issue fee that were submitted prior to mailing of the notice of 
allowance. Where an attempt is made to pay the issue fee but an 
incorrect amount is submitted, § 1.311(b)(1), or where the Office’s 
issue fee transmittal form (currently PTOL-85(B)) is completed by 
applicant and submitted, § 1.311(b)(2), in reply to a notice of 
allowance, an exception will be made.Such submissions will 
operate as a request to charge the issue fee to any deposit account 
identified in a previously filed authorization to charge fees, § 
1.311(b). See also the change to § 1.26(b). 


The limitation on authorization to charge issue fees to a deposit 
account under § 1.311(b) will apply only where a Notice of 
Allowance requiring the issue fee has been mailed on or after the 
date that is 60 days after publication in the Federal Register. 
Previous § 1.311(b) caused problems for the Office that tended to 
increase Office processing time. The language used by applicants 
to authorize that fees be charged to a deposit account often varies 
from one application to another. As a result, conflicts arise between 
the Office and applicants as to the proper interpretation of 
authorizing language found in their applications. For example, 
some applicants are not aware that it is current Office policy to 
interpret broad language to “charge any additional fees which may 
be required at any time during the prosecution of the application” 
as authorization to charge the issue fee on applications filed on or 
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after October 1, 1982. See Deposit Account Authorization to 
Charge Issue Fee, 1095 Off. Gaz. Pat. Office 44 (October 25, 
1988), reprinted at 1206 Off. Gaz. Pat. Office 95 (January 6, 1998). 


Even when the language preauthorizing payment of the issue fee 
was clear, the preauthorization presented problems for both the 
Office and practitioners. One problem was because it may not be 
clear to the Office whether a preauthorization is still valid after the 
practitioner withdraws or the practitioner’s authority to act as a 
representative is revoked. If the Office charges the issue fee to the 
practitioner's deposit account, the practitioner may have difficulty 
getting reimbursement from the practitioner’s former client. An- 
other problem was that when the issue fee was actually charged at 
the time the notice of allowance is mailed, a notice to that effect 
was printed on the notice of allowance (PTOL-85) and applicant 
was given one month to submit/return the PTOL-85B with 
information to be printed on the patent. Applicants were some- 
times confused, however, by the usual three-month time period 
provided for paying the issue fee and did not, therefore, return the 
PTOL-85B until the end of the normal three-month period.Since 
the Office does not wait for the PTOL-85B to be returned to begin 
electronic capture of the data to be printed as a patent, any 
PTOL-85B received more than a month after the issue fee has been 
paid may not be matched with the application file in time for the 
information thereon to be included on the patent. 


Clerical problems are not the main reason for eliminating the 
practice. The Office would like all of the information necessary for 
printing a patent to be in the application when the issue fee is paid. 
Thus, the Office is eliminating petitions under § 3.81(b), see below, 
and intends to no longer print any assignee data that is submitted 
after payment of the issue fee. As explained in the previous two 
Notices, it is not generally in applicant’s best interest to pay the 
issue fee at the time the notice of allowance is mailed, since it is 
much easier to have a necessary amendment or an information 
disclosure statement considered if filed before the issue fee is paid 
rather than after the issue fee is paid. See current §§ 1.97 and 
1.312(b). Also, once the issue fee has been paid, applicant’s 
window of opportunity for filing a continuing application is 
reduced and the applicant no longer has the option of filing a 
continuation or divisional application as a continued prosecution 
application (CPA) under § 1.53(d). See Patents to Issue More 


Quickly After Issue Fee Payment, 1220 Off. Gaz. Pat. Office 42, 
and Filing of Continuing Applications, Amendments, or Petitions 


after Payment of Issue Fee, 1221 Off. Gaz. Pat. Office 14. Many 
applicants find the time period between the mailing date of the 
notice of allowance and the due date for paying the issue fee useful 
for re-evaluating the scope of protection afforded by the allowed 
claim(s) and for deciding whether to pay the issue fee and/or to file 
one or more continuing applications. 


If prompt issuance of the patent is a high priority, after receipt of 
the notice of allowance applicant may promptly return the PTOL- 
85B (supplying any desired assignee and attorney information) 
and pay the issue fee. In this way, the Office will be able to process 
the payment of the issue fee and the information on the PTOL-85B 
as a part of a single processing step. Further, no time would be 
saved even if the issue fee was preauthorized for payment as the 
Office would not have the assignee and attorney data which is 
taken from the PTOL-85B. 


As an additional aid to applicants, the rule as proposed has been 
further amended to include §§ 1.311(b)(1) and (b)(2) that can act 
as safety mechanisms. Where it is clear that an applicant actually 
intends to pay the issue fee such as by submitting an incorrect 
issue fee amount, or completing the issue fee transmittal form 
provided by the Office with the notice of allowance, a general 
authorization to pay fees or a specific authorization to pay the issue 
fee, submitted prior to the mailing of a notice of allowance, will be 
allowed to act as payment of the correct issue fee. 


Thus, it is not seen that the proposal to eliminate the preauthori- 
zation to pay the issue fee would have any adverse effects on our 
customers. 


The suggestion of eliminating preauthorization of payment of the 
issue fee was discussed in Topic 19 of the Advance Notice and 
received a generally favorable response. Many patent attorneys 
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stated that they considered preauthorization a dangerous practice 
which they would not use. Others thought that preauthorization 
was an important safety feature, and that the Office should fix the 
internal clerical problems which were motivating the change. 


Comment 72: One comment was received in response to the 
Notice of Proposed Rulemaking. The comment supported the 
change, particularly in view of the stricter standards proposed to 
§§ 1.312 and 1.313. 


Section 1.312: The proposal to amend § 1.312 was not proceeded 
with in this final rule, but has been included in the interim rule 
Changes to Application Examination and Provisional Application 
Practice, 65 FR 14865 (March 20, 2000), 1233 Off. Gaz. Pat. 
Office 47 (April 11, 2000). 


Section 1.313: The proposal to amend § 1.313 was not proceeded 
with in this final rule, but has been included in the interim rule 
Changes to Application Examination and Provisional Application 
Practice, 65 FR 14865 (March 20, 2000), 1233 Off. Gaz. Pat. 
Office 47 (April 11, 2000). 


Section 1.314: Section 1.314 is amended to change the reference to 
the fee set forth in “ § 1.17(i)” to the fee set forth in “ § 1.17(h).” 
This change is for consistency with the changes to §§ 1.17(h) and 
§ 1.17(i). See discussion of changes to §§ 1.17(h) and 1.17(i). 


Section 1.322: Section 1.322(a) is amended to create §§ 
1.322(a)(1) through (a)(4), and to incorporate the provisions of 35 
U.S.C. 254. 


Section 1.322(a)(1) provides that the Commissioner may issue a 
certificate of correction to correct a mistake in a patent, incurred 
through the fault of the Office, which mistake is clearly disclosed 
in the records of the Office. Section 1.322(a)(1)(i) provides that a 
certificate of correction may be issued at the request of patentee or 
the patentee’s assignee. Section 1.322(a)(1)(ii) provides that a 
certificate of correction may be issued sua sponte by the Commis- 
sioner for mistakes that the Office discovers. Section 
1.322(a)(1)(iii) provides that a certificate of correction may be 
issued based on information supplied by a third party. 


Section 1.322(a)(2)(i) provides that there is no obligation on the 
Office to act on or respond to submissions of information or 
requests to issue a certificate of correction by a third party under 
§ 1.322(a)(1)(iii). The provisions of §§ 1.322(a)(1)(iii) and (a)(2) 
are intended to provide the Office flexibility in handling a request 
by a third party without an obligation to do so. Section 
1.322(a)(2)(ii) provides that a paper submitted by a third party 
under this section will not be made of record in the file that it 
relates to nor be retained by the Office. The Office, however, will 
review such paper to determine whether the Office wishes to 
proceed with a certificate of correction based on the information 
supplied in such a paper. 


Section 1.322(a)(3) continues to provide that if the request relates 
to a patent involved in an interference, the request must comply 
with the requirements of this section and be accompanied by a 
motion under § 1.635. 


Section 1.322(a)(4) continues to provide that the Office will not 
issue such a certificate on its own initiative without first notifying 
the patentee (including any assignee of record) at the correspon- 
dence address of record and affording the patentee an opportunity 
to be heard. 


The certificate of correction practice re third parties applies to 
requests by third parties filed on or after two months from the date 
of publication in the Federal Register. 


The former wording of § 1.322(a) contained language (“certificate 
will not be issued at the request or suggestion of anyone not 
owning an interest in the patent . . . without first notifying the 
patentee”) which has led third parties to conclude that they have 
standing to demand that the Office issue, or refuse to issue, a 
certificate of correction. Third parties do not have standing to 
demand that the Office issue, or refuse to issue, a certificate of 
correction. See Hallmark Cards, Inc. v. Lehman, 959 F. Supp. 539, 
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543-44, 42 USPQ2d 1134, 1138 (D.D.C. 1997). Section 
1.322(a)(2), therefore, has been amended to clarify that third 
parties do not have standing to demand that the Office act on, 
respond to, issue, or refuse to issue a certificate of correction. 


The Office is, however, cognizant of the need for the public to have 
correct information about published patents and may therefore 
accept information about mistakes in patents from third parties and 
may issue certificates of correction based upon that information 
(whether or not it is accompanied by a specific request for issuance 
of a certificate of correction), § 1.322(a)(1)(iii). The Office intends 
to retain its discretion under 35 U.S.C. 254 and may not issue a 
certificate of correction even if a mistake is identified, particularly 
if the identified mistake is not a significant one that would justify 
the cost and time to issue a certificate of correction even if 
requested by the patentee or patentee’s assignee. 


When such information (about mistakes in patents) is received by 
the Office, the Office does not intend to correspond with third 
parties about the information they submitted either to inform the 
third parties of whether it intends to issue a certificate of correction 
or to issue a denial of any request for issuance of a certificate of 
correction that may accompany the information. The Office will 
confirm to the party submitting such information that such 
information has in fact been received by the Office if a stamped, 
self-addressed post card has been submitted. See MPEP 503. 


The proposed amendment to the rule set forth in the Notice of 
Proposed Rulemaking was intended to exclude third parties from 
submitting requests for certificates of correction.The final rule 
language has been modified to permit third parties to submit 
information about mistakes in patents, while clarifying that the 
Office need not act on that information or deny any accompanying 
request for issuance of a certificate of correction. The Office may 
choose to issue a certificate of correction on its own initiative 
based on the information supplied by a third party if it desires to 
do so. Accordingly, a fee for submission of the information by a 
third party has not been imposed. 


The Office in implementing the rule (and in setting forth the 
implementation in the MPEP) will consider establishing guidelines 
for the types of mistakes that it will issue a certificate of correction 
for (as the rule does not represent a requirement on the Office but 
is permissive in nature as is 35 U.S.C. 254 that states that the 
“Commissioner may issue a certificate of correction” but does not 
require the Commissioner to do so). 


Comment 73: One comment supported the proposed amendment 
as it clarified that third parties do not have a right to demand 
issuance of a certificate of correction. Two comments opposed the 
proposed amendment arguing that the public has a right to know 
about apparent errors, such as by a third party requesting a 
certificate of correction. 


Response: The comments have been adopted in a compromise 
whereby the rule has been amended to clarify that third parties do 
not have a right to request issuance of a certificate of correction, 
but that the Office will accept information regarding mistakes 
about published patents and may issue at its own initiative, after 
notice to the patentee or the patentee’s assignee, a certificate of 
correction for significant mistakes. 


Section 1.323: Section 1.323 is amended to provide that the Office 
may issue a certificate of correction under the conditions specified 
in 35 U.S.C. 255 at the request of the patentee or the patentee’s 
assignee, upon payment of the fee set forth in § 1.20(a). The 
specific conditions set forth in the statute that were previously set 
forth in the rule have been replaced by a reference in the rule to the 
statute. Section 1.323 continues to provide that if the request 
relates to a patent involved in an interference, the request must 
comply with the requirements of this section and be accompanied 
by a motion under § 1.635. 


Section 1.324: Section 1.324 has its title revised to reference the 
statutory basis for the rule, 35 U.S.C. 256. It is particularly 
important to recognize that 35 U.S.C. 256, the statutory basis for 
corrections of inventorship in patents under § 1.324, is stricter 
than35 U.S.C. 116, the statutory basis for corrections of inventor- 
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ship in applications under 1.48. 35 U.S.C. 256 requires “on 
application of all the parties and assignees,” while 35 U.S.C. 116 
does not have the same requirement. Thus, the flexibility under 35 
U.S.C. 116, and § 1.48, wherein waiver requests under § 1.183 
may be submitted (e.g., MPEP 201.03 (under the heading “State- 
ment of Lack of Deceptive Intention”)), is not possible under 35 
U.S.C. 256, and § 1.324. 


Section 1.324(b)(1) is revised to eliminate the requirement for a 
statement from an inventor being deleted stating that the inven- 
torship error occurred without deceptive intent. The revision is 
made to conform Office practice to judicial practice as enunciated 
in Stark v. Advanced Magnetics, Inc., 119 F.3d 1551, 43 USPQ2d 
1321 (Fed. Cir. 1997), which held that 35 U.S.C. 256 only requires 
an inquiry into the intent of a nonjoined inventor. The clause 
stating “such error arose without deceptive intent on his part” was 
interpreted by the court as being applicable only when there is an 
error where an inventor is not named and not when there is an error 
where a person is named as an inventor.While the decision 
recognized that the Office’s former additional inquiry as to 
inventors named in error was appropriate under 35 U.S.C. 256 
when read in conjunction with inequitable conduct standards, the 
Office no longer wishes to conduct an inquiry broader in scope 
than what would be conducted had the matter been raised in a court 
proceeding rather than under § 1.324. 


Elimination in § 1.324 of the requirement for a statement from the 
inventor being deleted to correct an inventorship error in a patent 
is effective on the date of publication in the Federal Register. 


Section 1.324(b)(2), which requires a statement from the current 
named inventors either agreeing to the requested change or stating 
that they have no disagreement to the requested change, is not 
revised. Section 1.324(b)(2) in combination with 1.324(b)(1) 
ensures compliance with the requirement of the statute for appli- 
cation by all the parties, which requirement is separate from the 
requirement that certain parties address the lack of deceptive intent 
in the inventorship error. 


Section 1.324(c) is a newly added paragraph to reference §§ 1.48, 
1.497, and § 1.634 for corrections of inventorship in national 
applications, international applications, and interferences, respec- 
tively. 


Comment 74: Two comments state that when adding an inventor to 
a patent, a new oath or declaration under § 1.63 should be required 
for all inventors, including the inventor to be added. This is seen 
to be required by 35 U.S.C. 115. 


Response: The comments are not adopted. The change proposed to 
§ 1.324 was directed to statements of lack of deceptive intent and 
not to the advisability of adding a § 1.63 declaration requirement; 
however, the suggested change will be addressed substantively. 


35 U.S.C. 115 requires an applicant to make an oath that he 
believes himself to be the original and first inventor of the 
invention for which he solicits a patent. The siatute is directed to 
applicant's filing of an application for a patent. 35 U.S.C. 256 is 
directed to correction of the inventorship in an issued patent and 
does not explicitly require the execution of a new oath/declaration. 
The statute does require application of all the parties and assign- 
ees, a requirement that is met by the provisions of §§ 1.324(b)(1) 
and (b)(2) (for the inventors), and § 1.324(c) (for the assignees). 


Moreover, the major utility of a § 1.63 declaration, as far as the 
Office is concerned, is providing the inventors specific recognition 
of the need to disclose material information to the Office to aid in 
examination of their applications. Corrections relating to § 1.324 
are directed to changes in inventorship and cannot at that time 
cause further examination of the application notwithstanding any 
change in the inventorship viz-a-viz prior art. 


Section 1.366: Section 1.366(c) is amended to continue to provide 
that a maintenance fee payment must include the patent number 
and the application number of the United States application for the 
patent on which the maintenance fee is being paid, and to further 
provide that if the payment includes identification of only the 
patent number (i.e., does not identify the application number for 
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the patent on which the maintenance fee is being paid), the Office 
may apply the payment to the patent identified by patert number 
in the payment or may return the payment. The Office requires the 
application number to detect situations in which a maintenance 
payment is submitted for the incorrect patent (e.g., due to a 
transposition error in the patent number). Nevertheless, a signifi- 
cant number of maintenance fee payments contain only the patent 
number and not the application number for the patent on which the 
maintenance fee is being paid. 


That the Office under § 1.366 may apply a maintenance fee 
payment where only the patent number is identified is effective on 
the date of publication in the Federal Register. 


The change to § 1.366(c) will permit the Office to streamline 
processing of maintenance fee payments that lack the application 
number for the patent on which the maintenance fee is being paid. 
The Office intends to treat payments that do not contain both a 
patent number and application number as follows: First, a reason- 
able attempt will be made to contact the person who submitted the 
payment (patentee or agent) by telephone to confirm the patent 
number and application number of the patent for which the 
maintenance fee is being paid. Second, if such an attempt is not 
successful but the payment includes at least a patent number, the 
payment will be processed as a maintenance fee paid for the patent 
number provided, and the person who submitted the payment will 
be sent a letter informing him or her of the patent number and 
application number of the patent to which the maintenance fee was 
posted and given a period of time within which to file a petition 
under 1.377 along with the petition fee if the maintenance fee was 
not posted to the patent for which the payment was intended. If the 
payment does not include a patent number (e.g., includes only an 
application number), the payment will be returned to the person 
who submitted the payment. 


Section 1.446: Section 1.446 is amended so that its refund 
provisions are consistent with the refund provisions of § 1.26. See 
discussion of § 1.26. 


Section 1.497: Section 1.497(b)(2) has been amended in a manner 
consistent with § 1.64(b). Therefore, § 1.497(b)(2) is amended to 
refer to any supplemental oath or declaration and to provide that if 
the person making the oath or declaration is the legal representa- 
tive, the oath or declaration shall state that the person is the legal 
representative and shall state the citizenship (pursuant to 35 U.S.C. 
115 and 117), residence, and mailing address of the legal repre- 
sentative. In addition, § 1.497(b)(2) is amended to delete the 
requirement that the oath or declaration state the facts required by 
§§ 1.42, 1.43, and 1.47.These facts are not required to be in the § 
1.497 oath or declaration and should be included in a separate 
paper or a petition under § 1.47 and be signed by a person with 
firsthand knowledge of the facts. 


Section 1.497(d) provides for the situation in which an oath or 
declaration filed pursuant to 35 U.S.C. 371(c)(4) and § 1.497 
names an inventive entity different from the inventive entity set 
forth in the international application. Section 1.497(d) is added to 
provide that such an oath or declaration must be accompanied by: 
(1) a statement from each person being added as an inventor and 
from each person being deleted as an inventor that any error in 
inventorship in the international application occurred without 
deceptive intention on his or her part; (2) the processing fee set 
forth in § 1.17(i); and (3) if an assignment has been executed by 
any of the original named inventors, the written consent of the 
assignee (see § 3.73(b)). Thus, naming a different inventive entity 
in an oath or declaration filed to enter the national stage under 35 
U.S.C. 371 in an international application is not analogous to the 
filing of an oath or declaration to complete an application under 35 
U.S.C. 111(a) (which operates to name the new inventive entity 
under §§ 1.41(a)(1) and 1.48(f)(1)), but is analogous to correction 
of inventorship under § 1.48(a). 


Section 1.497(e) is added to explicitly state that the Office may 
require such other information as may be deemed appropriate 
under the particular circumstances surrounding the correction of 
inventorship. See also § 1.48(g). 
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Section 1.510: Section 1.510(b)(4) is amended to correspond to § 
1.173(a) as amended by the instant final rule, see the discussion as 
to the amendment of § 1.173. Section 1.510(b)(4) now sets forth 
the requirement that a copy of the patent for which reexamination 
is requested must be submitted in double column format, on 
single-sided sheets only. It is considered advantageous for the 
reexamination and reissue provisions to correspond with each 
other to the maximum extent possible, in order to eliminate 
confusion. 


The double column format on single sided sheets requirement 
applies only to requests for reexamination filed on or after two 
months from the date of publication of the rule in the Federal 
Register. 


Section 1.510(e) is provided with a conforming amendment to the 
amendment made to § 1.530. The reference in § 1.510(e) to “§ 
1.530(d)” is changed to “§ 1.530” in view of the presence of 
amendment material in §§ 1.530(d) through (f). 


Section 1.530: The title of 1.530 has been amended to include 
procedures for changes in inventorship which can now be made 
during a reexamination proceeding. 


Sections 1.530(d)(1), (d)(2), and (d)(6) are amended and rewritten 
as §§ 1.530(d)(1), (d)(2), and (d)(3). Sections 1.530(d)(3) and 
(d)(4) are redesignated as §§ 1.530(j) and (k). Section 1.530(d)(5) 
has been removed and replaced with a new § 1.530(d)(4) that 
cross-references § 1.52. Section 1.52 has been amended to extend 
the form requirements of applications to reexaminations proceed- 
ings where applicable. 


Sections 1.530(e) through (i) are added, to provide a correspon- 
dence to §§ 1.173(b) et seq. as amended by the instant final rule, 
see the discussion as to the amendment of § 1.173. It is considered 
advantageous for the reexamination and reissue provisions to 
correspond with each other to the maximum extent possible, in 
order to eliminate confusion. The amendments make no substan- 
tive changes to reexamination practice. 


Section 1.530(d)(1) is clarified to note that the paragraph applies 
whether or not an amendment is submitted on paper or compact 
disc pursuant to §§ 1.96 and 1.825. 


Section 1.530(1) is added to make it clear that where the inventor- 
ship of a patent being reexamined is to be corrected, a petition for 
correction of inventorship which complies with § 1.324 must be 
submitted during the prosecution of the reexamination proceeding. 
If the petition under § 1.324 is granted, a certificate of correction 
indicating the change of inventorship will not be issued, because 
the reexamination certificate that will ultimately issue will contain 
the appropriate change-of-inventorship information (i.e., the cer- 
tificate of correction is, in effect, merged with the reexamination 
certificate). In the rare instances where the reexamination proceed- 
ing terminates but does not result in a reexamination certificate 
under § 1.570 (reexamination is vacated or the order for reexami- 
nation is denied), patentee may then request that the inventorship 
be corrected by a certificate of correction indicating the change of 
inventorship. 


Section 1.550: Section 1.550(a) is amended to add references to 
newly added §§ 1.105, and 1.115. 


Section 1.550(b) is amended to clarify that responses by the owner 
to any rejection may include further statements “and/” or proposed 
amendments or new claims. 


Section 1.550(c) had been proposed to be revised into § 
1.550(c)(1), containing the current subject matter of § 1.550(c), 
and a § 1.550(c)(2) containing a proposal to add an “unintentional 
delay” relief alternative (to that of “unavoidable delay”) for a 
reexamination proceeding that is terminated analogous to what is 
available for an application which is abandoned. The relief would 
have been provided in the form of an extension of time. The 
proposal will not be carried forward in view of § 4605(a) of the 
“American Inventors Protection Act of 1999,” which establishes 
unintentional delay relief for reexaminations. Section 4605(a) of 
the “American Inventors Protection Act of 1999” will become 
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effective on November 29, 2000. The Office plans to provide 
unintentional delay relief for both “ex parte” and “inter partes” 
reexamination under § 4605(a) of the “American Inventors Pro- 
tection Act of 1999.” 


Section 1.565: Section 1.565(a) is amended to change “shall” to 
“must,” as a conforming change with §§ 1.510(b)(4), 1.173(a)(1), 
and 1.178(b). This is not a change in substance. 


Section 1.666: Section 1.666(b) is amended to change the refer- 
ence to the fee set forth in “ § 1.17(i)” to the fee set forth in “§ 
1.17(h).” This change is for consistency with the changes to §§ 
1.17(h) and 1.17(i). See discussion of changes to §§ 1.17(h) and 
1.17(i). 


Section 1.720: Section 1.720(b) is amended to clarify that a patent 
extended under § !.701 or § 1.790 would also be eligible for patent 
term extension. Section 1.720(g) is amended to clarify that an 
application for patent term extension may be timely filed during 
the period of an interim extension under §1.790. 


Section 1.730: Section 1.730 is amended to add new §§ 1.730(b), 
(c), and (d) which state who should sign the patent term extension 
application and what proof of authority may be required of the 
person signing the application. 35 U.S.C. 156 provides that an 
application for patent term extension must be filed by the patent 
owner of record or an agent of the patent owner. An agent of a 
patent owner could be either a licensee of the patent owner (for 
example, the party that sought permission from the Food and Drug 
Administration for permission to commercially use or sell a 
product, i.e., the marketing applicant), or a registered attorney or 
agent. Section 1.730(b) explains that, if the application is submit- 
ted by the patent owner, the correspondence must be signed by the 
patent owner or a registered practitioner. Section 1.730(c) states 
that, if the application is submitted by an agent of the patent owner, 
the correspondence must be signed by a registered practitioner, and 
that the Office may require proof that the agent (e.g., marketing 
applicant or registered practitioner) is authorized to act on behalf 
of the patent owner. This proof is generally in the form of a letter 
signed by the patent owner authorizing the marketing applicant to 
act on behalf of the patent owner in applying for term extension. 
Lastly, § 1.730(d) states that the Office may require proof of 
authority of a registered practitioner who signs the application for 
patent term extension on behalf of the patent owner or the agent of 
the patent owner. This proof of authority would generally be in the 
form of a power of attorney signed by the patent owner and 
establishing ownership of the patent by reference to an attached 
assignment document or the reel and frame number of the recorded 
assignment document as set forth in § 3.73(b). 


Section 1.740: Currently, for each product claim, method of use 
claim, and method of manufacturing claim which reads on the 
approved product, a showing is required demonstrating the manner 
in which each applicable claim reads on the approved product.35 
U.S.C. 156 provides that a patent, which includes one of the 
following three categories of claims: an approved product, method 
of using an approved product, and method of manufacturing an 
approved product, shall be extended if certain conditions apply, 
and provides rights specific to the three claim categories. See 35 
U.S.C. 156(a) and (b). 35 U.S.C. 156(d) requires that an applica- 
tion for extension identify each relevant claim of the patent but 
does not require an explanation of how each identified claim of the 
patent claims the approved product, or a method of use of an 
approved product, or a method of manufacturing an approved 
product. Often one patent contains many claims to an approved 
product, but once it is explained how one such claim of the patent 
claims the approved product, further explanation as to other claims 
of the patent which claim the approved product is redundant. It is 
similarly redundant to explain how multiple claims of the patent 
claim the method of using an approved product, or the method of 
manufacturing the approved product. In order to reduce the time 
required to prepare and review an application for patent term 
extension, the rule now provides that only one claim, in each of the 
three categories of claims must be explained but retains the 
statutory requirement that all claims relevant to each of the three 
categories of claims be identified. 
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Section 1.740(a)(9) is amended to provide that the application for 
patent term extension need only explain how one product claim of 
the patent claims the approved product, if there is a claim to the 
product. In addition, the application need only explain how one 
method of use claim of the patent claims the method of use of the 
approved product, if there is a claim to the method of use of the 
product. Lastly, the application need only explain how one claim 
of the patent claims the method of manufacturing the approved 
product, if there is a claim to the method of manufacturing the 
approved product. With this change, applicants for patent term 
extension should be able to reduce the time required to prepare the 
application since at the most only three claims have to be 
addressed rather than all the claims that read on the three 
categories. Each claim that claims the approved product, the 
method of use of the approved product, or the method of 
manufacturing the approved product is still required to be listed. 
See 35 U.S.C. 156(d)(1)(B). 


The need under § 1.740(a)(9) for an explanation of how only one 
claim in a category reads on the approved product, or method of 
using, or method of manufacturing is effective on the date of 
publication in the Federal Register. 


Sections 1.740(a)(10)(i) through (a)(10)(v) are amended to sepa- 
rate the text therein into aid in comprehension of the text. 


Section 1.740(a)(14) is amended to add “and” after the semicolon, 
since the paragraph is now the next to last paragraph. 


Section 1.740(a)(15) is amended to change the semicolon to a 
period. 


Former § 1.740(a)(16) is moved to § 1.740(b), the number of 
copies is changed from two to three, and the express “certification” 
requirement is eliminated. 


Former § 1.740(a)(17) is deleted as the requirement for an oath or 
declaration is being deleted in § 1.740(b). 


Section 1.740(b) is amended to delete the requirement for an oath 
or declaration since the averments set forth in § 1.740(b) are 
implicit in the submission of an application for patent term 
extension and the signature on the application, and now contains 
subject matter transferred from former § 1.740(a)(16). 


The deletion of the oath/declaration requirement in § 1.740(b) is 
effective on the date of publication in the Federal Register. 


Section 1.740(c) is amended to increase the time period for reply 
to a notice of informality for an application for patent term 
extension from one month to two months, where the notice of 
informality does not set a time period. 


Section 1.741: Section 1.741(a) is amended to clarify the language 
to reference §§ 1.8 and 1.10 instead of referencing the rules and the 
titles of the rules. Section 1.741(a)(5) is amended to correct the 
format of the citation of the statute. 


Section 1.741(b) is amended to provide that requests for review of 
a decision that the application for patent term extension is 
incomplete, or review of the filing date accorded to the application, 
must be filed as a petition under § 1.741 accompanied by the fee 
set forth in § 1.17(h), rather than a petition under § 1.181, that the 
petition must be filed within two months of the date of the notice, 
and that the extension of time provisions of § 1.136 apply, unless 
the notice indicates otherwise. 


Section 1.760: Section 1.760 is amended to correct the spelling of 
“Official Gazette.” 


Section 1.780: Section 1.780, including the title, is amended to use 
terminology consistent with current practice by inserting the term 
“order.” 


Section 1.809: The following proposed changes to § 1.809 are 
being held in abeyance in view of the statutory mandate to 
consider recommendations of a required study (that will need to be 
done) prior to drafting regulatory changes affecting biological 
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deposits (see discussion in § 1.136): Section 1.809(b) to change 
“respond” to “reply” (see § 1.111); Section 1.809(b)(1) to elimi- 
nate the language discussing payment of the issue fee; Section 
1.809(c) to provide that if an application for patent is otherwise in 
condition for allowance except for a needed deposit and the Office 
has received a written assurance that an acceptable deposit will be 
made, applicant will be notified and given a period of time within 
which the deposit must be made in order to avoid abandonment; 
Section 1.809(c) to provide that this time period is not extendable 
under § 1.136(a) or (b) (see § 1.136(c)); Section 1.809(c) to 
eliminate the language stating that failure to make a needed 
deposit will result in abandonment for failure to prosecute, because 
abandonment for failure to prosecute occurs by operation of law 
when an applicant fails to timely comply with such a requirement 
(see 35 U.S.C. 133). 


Section 1.821: The Office indicated in the Notice of Proposed 
Rulemaking that the submission of sequence listings on paper is a 
significant burden on the applicants and the Office, and that it was 
considering changes to § 1.821 et seq. to: (1) permit a machine- 
readable submission of the nucleotide and/or amino acid sequence 
listings to be submitted in an appropriate archival medium; and (2) 
no longer require the voluminous paper submission of nucleotide 
and/or amino acid sequence listings. 


Unlike a computer program listing appendix under § 1.96(c), a 
sequence listing under § 1.821 is part of the official disclosure of 
the application. Nevertheless, as § 4804(a) of the “American 
Inventors Protection Act of 1999” amended 35 U.S.C. 22 to 
provide that the Office “may require papers filed in the Patent and 
Trademark Office to be printed, typewritten or on an electronic 
medium,” the Office may accept or even require the electronic 
filing of material in a patent application. 


As discussed above with regard to the amendments to § 1.96, 
CD-ROM and CD-R are the only practical electronic media of 
archival quality. The “Sequence Listing” on a compact disc, 
specified by § 1.52(e) and § 1.821(c), would serve as the “original” 
of the sequence listing, in lieu of the paper, yet offers the 
conveniences of small size and ease in viewing. Thus, the Office is 
specifically revising § 1.821 et seq. to permit applicants to submit 
the official copy of the sequence listing either on paper or on 
compact discs. 


Though the sequence listing on the compact disc will not be 
entered into the text search system of the Office, it will be 
searchable through the usual facilities of the Automated Biotech 
Search System after the patent is issued or the application is 
published. It will be available to the public through channels 
already provided. 


Section 1.821(c) is amended to provide that a “Sequence Listing” 
must be submitted either: (1) on paper, or (2) on a compact disc, 
as defined in the amended § 1.52(e) and as further specified in § 
1.823(a)(2). For nucleotide and/or amino acid sequences, no 
change is made to the computer readable form (CRF) practice 
under § 1.821(e). The requirement for a paper copy of the 
sequences under § 1.821(c) is modified to allow applicants to 
satisfy § 1.821(c) with either a paper version as under the former 
practice or a submission on a CD-ROM or CD-R presented in 
duplicate. Any submission on CD-ROM or CD-R under § 1.821(c) 
is in addition to and not a replacement for the CRF required under 
§ 1.821 (e). 


Section 1.821(e) concerning the computer readable form has been 
amended only as to matters of form. The compact disc submitted 
under § 1.821(c) may, if it contains no tables, be identical to the 
CRF submitted under § 1.821(e) and § 1.824, if that CRF is 
submitted on a compact disc. Even if the compact discs submitted 
under §§ 1.821(c) and (e) are identical, each compact disc 
submitted under § 1.821(c) must be submitted in duplicate, in 


addition to the CRF copy under § 1.821(e). However, the right of 


the applicant to submit the CRF on other media, such as magnetic 
disks, tape or Zip disks has been maintained. 


Section 1.821(f) is amended for consistency with the provisions in 
§ 1.821(c) that permit the official copy of the “Sequence Listing” 
required by § 1.821(c) to be a paper or a CD-ROM or CD-R. 


OFFICIAL GAZETTE 


Fesruary 20, 2001 


Section 1.823: Section 1.823(a)(2) is added to set forth the new 
requirements if the “Sequence Listing” submitted pursuant to § 
1.821(c) is on a compact disc. 


Section 1.823(a)(2) is amended to provide that any “Sequence 
Listing” submitted under 1.821(c) must conform to the specifica- 
tions in § 1.52(e). The compact disc that is used to submit the 
“Sequence Listing” may also contain tables or text information 
from the figures when such sections of the application are also of 
inconvenient size (over 50 pages). The tables are often used as 
explanatory devices in the biotechnology applications to describe 
the sequences and their purposes and differences. They can be 
quite lengthy. As an example, a table of over 30,000 pages has 
been submitted. 


Section 1.824: Section 1.824 is amended as to matters of form. 
Section 1.824(b) is amended only to recognize the acceptability of 
electronic “Sequence Listings” created under the MS-Windows 
operating system, as well as DOS and the other operating systems 
itemized in § 1.824(b)(2). Section 1.824(c) is amended to recog- 
nize the acceptability of compact discs, recordable (CD-Rs) as a 
submission medium, in addition to CD-ROMs. The generic term 
compact disc is indicated. 


Section 1.825: Section 1.825(a) is amended to provide that any 
amendment to the compact disc copy of the “Sequence Listing” 
submitted pursuant to§ 1.821(c) must be made by submission of a 
new compact disc containing a substitute “Sequence Listing” and 
that such amendments must be accompanied by a statement that 
indicates support for the amendment in the application-as-filed, 
and a statement that the new compact disc includes no new matter. 
Section 1.825(b) is amended to provide that any amendment to the 
CD-ROM or CD-R copy of the “Sequence Listing” pursuant to § 
1.825(a) must be accompanied by a substitute copy of the 
computer readable form of the “Sequence Listing” required 
pursuant to § 1.821(e), including all previously submitted data 
with the amendment incorporated therein, and accompanied by a 
statement that the computer readable form copy is the same as the 
new compact disc copy of the “Sequence Listing.” 


Comments received on this section are addressed above in the 
discussion of the change to § 1.96. 


Part 3: 


Section 3.27: Section 3.27 is amended to eliminate separate §§ 
3.27(a) and (b). The rule is also amended to eliminate the 
reference, under former § 3.27(b), to a document required by 
Executive Order 9424 which does not affect title, and to replace 
the reference to a “petition” with a reference to a “request” in 
conformance with the change to § 3.81. 


Section 3.71: Section 3.71 is revised as discussed below. In 
conjunction with this revision, the section is broken into §§ 3.71(a) 
through (d), with each section being given a heading, in order to 
more clearly delineate the topics of the sections. 


Section 3.71(a) clarifies that the assignee must be of record 
pursuant to § 3.71(c) in a U.S. national patent application or 
reexamination proceeding in order to conduct prosecution in place 
of the inventive entity (the inventors of the application) or any 
previous assignee that was entitled to conduct prosecution. 


Section 3.71(b) is added to clarify and define what is meant by the 
§ 3.71(a) assignee which may conduct the prosecution of a U.S. 
national application for a patent or reexamination proceeding. 


A national patent application is owned by the inventor(s), the 
assignee(s) of the inventor(s), or some combination of the two. All 
parties having a portion of the ownership must act together in 
order to be entitled to conduct the prosecution. 


If there is an assignee of the entire right, title and interest in the 
patent application, § 3.71(b)(1) states that the single assignee may 
act alone to conduct the prosecution of an application. 
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If there is no assignee of the entire right, title and interest of the 
patent application, then two possibilities exist: First: the applica- 
tion is not assigned; thus, ownership resides solely in the inven- 
tor(s) (i.e., the applicant(s)). In this situation, § 3.71 does not apply 
since there is no assignee, and the single inventor, or the 
combination of all the joint inventors, is needed to conduct the 
prosecution of an application. Second: the application has been 
assigned; thus, there is at least one “partial assignee.” As pointed 
out in § 3.71(b)(2), a partial assignee is any assignee of record who 
has less than the entire right, title and interest in the application (or 
patent being reexamined). The application will be owned by the 
combination of all partial assignees and all inventors who have not 
assigned away their right, title, and interest in the application. 
Section 3.71(b)(2) points out that where at least one inventor 
retains an ownership interest together with the partial assignee(s), 
the combination of all partial assignees and all inventors retaining 
ownership interest is needed to conduct the prosecution of an 
application. Where no inventor retains an ownership interest, the 
combination of all partial assignees is needed to conduct the 
prosecution of an application. 


To illustrate this, note as follows. Inventors A and B invent a 
process and file their application. Inventors A and B together may 
conduct prosecution. Inventor A then assigns his/her rights in the 
application to Corporation X. As soon as Corporation X (now a 
partial assignee) is made of record in the application as a partial 
assignee (by filing a statement pursuant to § 3.73(b) stating fifty 
percent ownership), Corporation X and Inventor B together may 
conduct prosecution. Corporation X and Inventor B then both 
assign their rights in the application to Corporation Y. As soon as 
Corporation Y (now an assignee of the entire right, title and 
interest) is made of record in the application as the assignee (by 
filing a statement pursuant to § 3.73(b) stating one-hundred 
percent ownership), Corporation Y may, by itself, conduct pros- 
ecution. 


This definition of the assignee would apply wherever the assignee 
is permitted to take action in the prosecution of an application for 
patent or reexamination proceeding. 


Section 3.71(c) defines the meaning of the term “of record” used 
in § 3.71(b). An assignee is made of record in an application by 
filing a statement which is in compliance with § 3.73(b). The 
statement must be signed by a party authorized to act on behalf of 
the assignee as defined in § 3.73(b)(2). See also MPEP 324. Note 
that the assignee being made “of record” in an application is 
different from the recording of an assignment in the assignment 
records of the Office pursuant to § 3.11. Recording in the 
assignment records is not sufficient to establish a new assignee in 
an individual application or reexamination proceeding; a § 3.73(b) 
statement must be filed in the individual application or proceeding 
to establish the new assignee for that application or reexamination 
proceeding. 


Sections 3.71(a) through (c) have been drafted to allow for the 
situation where an assignee takes action in the prosecution of a 
reexamination proceeding (in addition to that where a patent 
application is involved). In a reexamination proceeding, the 
assignee must have the entire right, title and interest in the patent 
upon which reexamination is based. 


Section 3.71(d) , concerning trademarks, expands the list of 
actions an assignee may take or request. Specifically, an assignee 
may also rely on its Federal trademark application or registration 
when filing papers against a third party. This subsection also 
corrects the inappropriate use of the term “prosecution” when 
referring to maintaining a registered trademark. 


In various places in § 3.71, “national” has been added before 
“application.” Section 3.71 is directed to national applications as 
defined in § 1.9(a)(1) and not to international (PCT) applications. 
In an international (PCT) application the assignee is often the 
applicant for some, or all, of the designated states (except the U.S.) 
and may control prosecution as the applicant. Section 3.71 would 
apply to international applications after entry into the U.S. national 
stage under 35 U.S.C. 371. 
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Section 3.73: Section 3.73(a), the second sentence is revised to 
include a trademark registration, in addition to a trademark 
application which is currently recited. The sentence has been 
revised to read: “The original applicant is presumed to be the 
owner of a trademark application or registration, unless there is an 
assignment.” 


Section 3.73(b) is revised for clarity and paragraph formatting, 
creating §§ 3.73(b)(1) and (b)(2). Section 3.73(b)(1) clarifies that 
the statement establishing ownership must explicitly identify the 
assignee (by adding the language “a signed statement identifying 
the assignee”). Section 3.73(b)(1) makes it clear that while the 
submission establishing ownership is separate from, and in addi- 
tion to, the specific action taken by the assignee (e.g., appointing 
a new attorney), the two may be presented together as part of the 
same paper. This clarification has been effected by adding “The 
establishment of ownership by the assignee may be combined with 
the paper that requests or takes the action.” 


Previously, § 3.73(b) required that the submission (statement) 
establishing ownership “must be signed by a party authorized to 
act on behalf of the assignee.” Section 3.73(b)(2) now clarifies 
what is acceptable to show that the party signing the submission is 
authorized to act on behalf of the assignee. The submission could 
include a statement that the party signing the submission is 
authorized to act on behalf of the assignee, pursuant to § 
3.73(b)(2)(i). Alternatively, the submission could be signed by a 
person having apparent authority to sign on behalf of the assignee, 
e.g., an officer of the assignee, pursuant to§ 3.73(b)(2)(ii). 


In the first case, the statement that the party signing the submission 
is authorized to act on behalf of the assignee could be an actual 
statement included in the text of the submission that the signing 
person “is authorized to act on behalf of the assignee.” Alterna- 
tively, it could be in the form of a resolution by the organization or 
business entity owning the property (e.g., a corporate resolution, a 
partnership resolution) included with the submission. 


In the second case, the title of the person signing must be given in 
the submission, or in some other paper of record, and it must be a 
title which empowers the person to act on behalf of the assignee. 
The president, vice-president, secretary, treasurer, and chairman of 
the board of directors are presumed to have authority to act on 
behalf of the organization. Modifications of these basic titles are 
acceptable, such as vice-president for sales, executive vice- 
president, assistant treasurer, vice-chairman of the board of direc- 
tors. A title such as manager, director, administrator, or general 
counsel does not clearly set forth that the person is an officer of the 
organization, and as such, does not provide a presumption of 
authority to sign the statement on behalf of the assignee. A power 
of attorney from the inventors or the assignee to a practitioner to 
prosecute an application does not make that practitioner an official 
of an assignee and does not empower that practitioner to sign the 
statement on behalf of the assignee. 


New § 3.73(c)(1) requires that the submission establishing own- 
ership by the assignee must be submitted prior to, or at the same 
time, as the paper requesting or taking action is submitted. If the 
submission establishing ownership is not present, the action sought 
to be taken will not be given effect. If the submission establishing 
ownership is submitted at a later date, that date will be the date of 
the request for action or action taken. 


New § 3.73(c)(2) points out that for patents, if an assignee of less 
than the entire right, title and interest (i.e., a partial assignee) fails 
to indicate in the submission the extent (e.g., by percentage) of its 
ownership interest, the Office may refuse to accept the submission 
as an establishment of ownership. 


Section 3.81: Section 3.81 was proposed to be amended to 
eliminate entirely the provisions of § 3.81(b), which provide a 
petition remedy to have the patent issue to the assignee where a 
petition for such issuance is submitted after the date of payment of 
the issue fee. The Office is not proceeding with this proposal in this 
final rule but it is eliminating the requirement for a petition. 


Section 3.81 has been amended to reformat the section by 
removing material from § 3.81(a) relating to partial assignees and 
placing it in new § 3.81(c) that applies to both §§ 3.81(a) and (b). 
Titles for §§ 3.81(a) through (c) have been added. 
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Section 3.81 has been amended to permit proof of the application's 
assignment to be submitted with or after the payment of the issue 
fee so that a patent may issue in the name(s) of the assignee(s) 
consistent with the application’s assignment. The need for a 
petition after the issue fee has been paid has been eliminated as the 
Office intends to comply with requests to issue patents in the 
names of assignee(s). Obviously, the extent to which the Office can 
comply with such requests will depend upon the time frames of 
when the request is filed, the time it takes to match the request with 
the file, and when the application is due to issue as a patent. 


Section 3.81 formerly required that the assignment had to have 
been recorded among the Office’s assignment records before a 
patent could be issued to the assignee(s). An applicant could 
comply with this requirement by submitting the assignment along 
with directions to record it among the Office’s assignment records 
at the same time that the issue fee and the PTOL-85B form are 
filed. Revised § 3.81 now provides another option.It is now 
permitted to rely on a § 3.73(b) statement, which would require 
that a copy of the assignment be supplied but the assignment 
would not have to be recorded. Thus, if the assignment is already 
recorded in the Office, applicant would probably not choose the § 
3.73(b) option. Where the § 3.73(b) option is chosen, reliance may 
be had on a § 3.73(b) statement previously made of record in the 
application (if the statement is still accurate at the time the request 
is filed), or the § 3.73(b) statement may be filed with the issue fee 
and the PTOL-85B filing. 


This amendment is consistent with current practice under §§ 3.71 
and 3.73 for other matters, where a statement rather than a 
recording is required. Adding the option of relying on a § 3.73(b) 
statement and the elimination of the “petition” requirement should 
result in faster processing of § 3.81 requests by the Office of Patent 
Publications, particularly as a separate assignment paper, if sub- 
mitted at the time the issue fee is paid, would not need to be sent 
to Assignment Division for recording. 


Part 5: 


Section 5.1: Section 5.1 is amended to locate its current text in § 
5.1(a), and to remove the term “Assistant” in the title of the Office 
official who should be the addressee. 


Section 5.1 is also amended to add a § 5.1(b) to clarify that 
“application” as used in Part 5 includes provisional applications 
filed under 35 U.S.C. 111(b) (§ 1.9(a)(2)), nonprovisional appli- 
cations filed under 35 U.S.C. 111(a) or entering the national stage 
from an international application after compliance with 35 U.S.C. 
371 (§ 1.9(a)(3)), or international applications filed under the 
Patent Cooperation Treaty prior to entering the national stage of 
processing (§ 1.9(b)). 


Section 5.1 is also amended to add a § 5.1(c) to state current 
practice that: (1) patent applications and documents relating 
thereto that are national security classified (see § 1.9(i)) and 
contain authorized national security markings (e.g., “Confiden- 
tial,” “Secret” or “Top Secret”) are accepted by the Office; and (2) 
national security classified documents filed in the Office must be 
either hand-carried to Licensing and Review or mailed to the 
Office in compliance with § 5.1(a). 


Section 5.1 is also amended to add a § 5.1(d) to provide that: (1) 
the applicant in a national security classified patent application 
must obtain a secrecy order pursuant to 5.2(a); (2) if a national 
security classified patent application is filed without a notification 
pursuant to § 5.2(a), the Office will set a time period within which 
either the application must be declassified, or the application must 
be placed under a secrecy order pursuant to § 5.2(a), or the 
applicant must submit evidence of a good faith effort to obtain a 
secrecy order pursuant to § 5.2(a) from the relevant department or 
agency in order to prevent abandonment of the application; and (3) 
if evidence of a good faith effort to obtain a secrecy order pursuant 
to § 5.2(a) from the relevant department or agency is submitted by 
the applicant within the time period set by the Office, but the 
application has not been declassified or placed under a secrecy 
order pursuant to § 5.2(a), the Office will again set a time period 
within which either the application must be declassified, or the 
application must be placed under a secrecy order pursuant to § 
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5.2(a), or the applicant must submit evidence of a good faith effort 
to again obtain a secrecy order pursuant to § 5.2(a) from the 
relevant department or agency in order to prevent abandonment of 
the application. Section 5.1(d) sets forth the treatment of national 
security classified applications that is currently set forth in MPEP 
130. 


Section 5.1 is also amended to add a § 5.1(e) to provide that a 
national security classified patent application will not be allowed 
pursuant to § 1.311 of this chapter until the application is 
declassified and any secrecy order pursuant to § 5.2(a) has been 
rescinded. 


Section 5.1 is also amended to add a § 5.1(f) to clarify that 
applications on inventions not made in the United States and on 
inventions in which a U.S. Government defense agency has a 
property interest will not be made available to defense agencies. 


Section 5.2: Section 5.2(c) is added to provide that: (1) an 
application disclosing any significant part of the subject matter of 
an application under a secrecy order pursuant to § 5.2(a) also falls 
within the scope of such secrecy order; (2) any such application 
that is pending before the Office must be promptly brought to the 
attention of Licensing and Review, unless such application is itself 
under a secrecy order pursuant to § 5.2(a); and (3) any subse- 
quently filed application containing any significant part of the 
subject matter of an application under a secrecy order pursuant to 
§ 5.2(a) must either be hand-carried to Licensing and Review or 
mailed to the Office in compliance with § 5.1(a). 


Section 5.12: Section 5.12(b) is amended to require that the fee set 
forth in § 1.17(h) is required for any petition under § 5.12 for a 
foreign filing license. As a practical matter, all petitions under § 
5.12 are treated on an expedited basis. Therefore, it is appropriate 
to require the fee set forth in § 1.17(h) for all petitions under § 
5.12. 


Part 10: 


The title has been amended to reflect the name change of the Office 
by the addition of “United States.” 


Section 10.23: Section 10.23(c)(11) is amended to add the phrase 
“[e]xcept as permitted by § 1.52(c)” for consistency with the 
amendment to § 1.52(c). 


Classification 


Administrative Procedure Act: The change to § 1.181 was not 
included in the Notice of Proposed Rulemaking. This change to the 
rules of practice simply sets a time period within which any 
petition must be filed to avoid being dismissed as untimely. 
Therefore, this change concerns only rules of Office procedure, 
and prior notice and an opportunity for public comment for this 
change is not required pursuant to 5 U.S.C. 553(b)(A), or any other 
law. In addition, pursuant to the authority at 5 U.S.C. 553(d)(1), 
the changes to §§ 1.27, 1.78, 1.131, 1.132, 1.137, 1.152, 1.155, 
1.324, 1.366, 1.740, and 1.760, and the removal of § 1.44, may be 
made effective immediately because they relieve restrictions in the 
rules of practice. 


Regulatory Flexibility Act: The Chief Counsel for Regulation of 
the Department of Commerce certified to the Chief Counsel for 
Advocacy, Small Business Administration, that the changes pro- 
posed in this notice, if adopted, would not have a significant 
impact on a substantial number of small entities (Regulatory 
Flexibility Act, 5 U.S.C. 605(b)). In furtherance of the Patent 
Business Goals, the Office is proposing changes to the rules of 
practice to eliminate unnecessary formal requirements, streamline 
the patent application process, and simplify and clarify procedures. 
In streamlining this process, the Office will be able to issue a 
patent in a shorter time by eliminating formal requirements that 
must be performed by the applicant, his or her representatives and 
the Office. All applicants will benefit from a reduced overall cost 
to them for receiving patent protection and from a faster receipt of 
their patents. In addition, small entities will benefit from the 
proposed changes to the requirements for establishing small entity 
status under § 1.27 for purposes of paying reduced patent fees 
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under 35 U.S.C. 41(h). The currently used small entity statement 
forms are proposed to be eliminated. Small entity status would be 
established at any time by a simple assertion of entitlement to 
small entity status. A simpler procedure to establish small entity 
status would reduce processing time with the Office and would be 
a benefit to smail entity applicants as it would eliminate the time- 
consuming and aggravating processing requirements that are 
mandated by the former rules. 


Executive Order 13132: This rulemaking does not contain poli- 
cies with federalism implications sufficient to warrant preparation 
of a Federalism Assessment under Executive Order 13132 (August 
4, 1999). 


Executive Order 12866: This rulemaking has been determined to 
be not significant for purposes of Executive Order 12866 (Sep- 
tember 30, 1993). 


Paperwork Reduction Act: This notice of proposed rulemaking 
involves information collection requirements which are subject to 
review by the Office of Management and Budget (OMB) under the 
Paperwork Reduction Act of 1995 (44 U.S.C. 3501 et seq.).The 
collections of information involved in this notice of proposed 
rulemaking have been reviewed and previously approved by OMB 
under OMB control numbers: 0651-0016, 0651-0020, 0651-0021, 
0651-0022, 0651-0024, 0651-0027, 0651-0031, 0651-0032, 0651- 
0033, 0651-0034, and 0651-0035. 


As required by the Paperwork Reduction Act of 1995 (44 U.S.C. 
3507(d)), the United States Patent and Trademark Office submitted 
an information collection package to OMB for its review and 
approval of the proposed information collections under OMB 
control numbers 0651-0031, 0651-0032, and 0651-0035. The 
Office submitted these information collections to OMB for its 
review and approval because the following changes in this final 
rule affect the information collection requirements associated with 
the information collections under OMB control numbers 0651- 
0031, 0651-0032, and 0651-0035: (1) the change to § 1.27 and 
permits an applicant to establish small entity status in an applica- 
tion by a simple assertion of entitlement to small entity status 
(without a statement having a formalistic reference to § 1.9 or a 
standard form (PTO/SB/09/10/11/12)); (2) the change to §§ 1.55, 
1.63 and 1.78 eliminates the need for an applicant using the 
application data sheet (§ 1.76) to provide priority claims in the 
oath or declaration or specification; (3) the change to § 1.96 
requires applicants to submit lengthy computer listings on a 
CD-ROM or CD-R (rather than microfiche); (4) the change to §§ 
1.821, 1.823, and 1.825 permits applicants to submit sequence 
listings on a CD-ROM or CD-R (rather than paper); and (5) the 
change to § 1.155 allows an applicant to seek expedited examina- 
tion of a design application by filing a request for expedited 
examination. 


As discussed above, this final rule also involves currently ap- 
proved information collections under OMB control numbers: 
0651-0016, 0651-0020, 0651-0021, 0651-0022, 0651-0024, 065 1- 
0027, 0651-0033, 0651-0034, and 0651-0037. The Office did not 
resubmit information collection packages to OMB for its review 
and approval of these information collections because the changes 
in this final rule do not affect the information collection require- 
ments associated with the information collections under these 
OMB control numbers. 


The title, description and respondent description of each of the 
information collections are shown below with an estimate of each 
of the annual reporting burdens. Included in each estimate is the 
time for reviewing instructions, gathering and maintaining the data 
needed, and completing and reviewing the collection of informa- 
tion. The principal impact of the changes in this final rule is to 
raise the efficiency and effectiveness of the Office’s business 
processes to make the Office a more business-like agency and 
increase the level of the Office’s service to the public. 


OMB Number: 0651-0016. 

Title: Rules for Patent Maintenance Fees. 

Form Numbers: PTO/SB/45/47/65/66. 

Type of Review: Approved through December of 2002. 
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Affected Public: Individuals or Households, Business or Other 
For-Profit, Not-For- Profit Institutions and Federal Government. 

Estimated Number of Respondents: 326,101. 

Estimated Time Per Response: 0.08 hour. 

Estimated Total Annual Burden Hours: 26,099 hours. 

Needs and Uses: Maintenance fees are required to maintain a 
patent, except for design or plant patents, in force under 35 U.S.C. 
41(b). Payment of maintenance fees are required at 3 1/2, 7 1/2 and 
11 1/2 years after the grant of the patent. A patent number and 
application number of the patent on which maintenance fees are 
paid are required in order to ensure proper crediting of such 
payments. 


OMB Number: 0651-0020. 

Title: Patent Term Extension. 

Form Numbers: None. 

Type of Review: Approved through September of 2001. 

Affected Public: Individuals or Households, Businesses or Other 
For-Profit, Not-For-Profit Institutions, Farms, Federal Govern- 
ment, and State, Local, or Tribal Governments. 

Estimated Number of Respondents: 57. 

Estimated Time Per Response: 22.8 hours. 

Estimated Total Annual Burden Hours: 1,302 hours. 

Needs and Uses: The information supplied to the Office by an 
applicant seeking a patent term extension is used by the Office, the 
Department of Health and Human Services, and the Department of 
Agriculture to determine the eligibility of a patent for extension 
and to determine the period of any such extension. The applicant 
can apply for patent term and interim extensions, petition the 
Office to review final eligibility decisions, and withdraw patent 
term extensions. If there are multiple patents, the applicant can 
designate which patents should be extended. An applicant can also 
declare their eligibility to apply for a patent term extension. 


OMB Number: 0651-0021. 

Title: Patent Cooperation Treaty. 

Form Numbers: PCT/RO/101,ANNEX/134/144, PTO-1382, 
PCT/IPEA/401, PCT/IB/328. 

Type of Review: Approved through August of 2000. 

Affected Public: Individuals or Households, Business or Other 
For-Profit, Federal Agencies or Employees, Not-for-Profit Institu- 
tions, Small Businesses or Organizations. 

Estimated Number of Respondents: 102,950. 

Estimated Time Per Response: 0.9538 hour. 

Estimated Total Annual Burden Hours: 98,195 hours. 

Needs and Uses: The information collected is required by the 
Patent Cooperation Treaty (PCT). The general purpose of the PCT 
is to simplify the filing of patent applications on the same 
invention in different countries. It provides for a centralized filing 
procedure and a standardized application format. 


OMB Number: 0651-0022. 

Title: Deposit of Biological Materials for Patent Purposes. 

Form Numbers: None. 

Type of Review: Approved through December of 2000. 

Affected Public: Individuals or Households, State or Local 
Governments, Farms, Business or Other For-Profit, Federal Agen- 
cies or Employees, Not-for-Profit Institutions, Smal! Businesses or 
Organizations. 

Estimated Number of Respondents: 3,300. 

Estimated Time Per Response: 1.0 hour. 

Estimated Total Annual Burden Hours: 3,300 hours. 

Needs and Uses: Information on depositing of biological mate- 
rials in depositories is required for (1) Office determination of 
compliance with the patent statute where the invention sought to 
be patented relies on biological material subject to deposit require- 
ment, which includes notifying interested members of the public 
where to obtain samples of deposits, and (2) depositories desiring 
to be recognized as suitable by the Office 


OMB Number: 0651-0024. 

Title: Requirements for Patent Applications Containing Nucle- 
otide Sequence and/or Amino Acid Sequence Disclosures. 

Form Numbers: None. 

Type of Review: Approved through November of 1999. Resub- 
mitted on April 6, 2000. 
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Affected Public: Individuals or Households, Business or Other 
For-Profit Institutions, Not-For-Profit Institutions, and Federal 
Government. 

Estimated Number of Respondents: 4,600. 

Estimated Time Per Response: 1.33 hours. 

Estimated Total Annual Burden Hours: 6,133 hours. 

Needs and Uses: This information is used by the Office during 
the examination process, the public and the patent bar. The Patent 
and Trademark Office also participates with the EPO and JPO ina 
Trilateral Sequence Exchange project to facilitate the international 
exchange of published sequence data. 


OMB Number: 0651-0027. 

Title: Changes in Patent and Trademark Assignment Practices- 
.Form Numbers: 

PTO-1618 and PTO-1619, PTO/SB/15/41. 

Type of Review: Approved through May of 2002. 

Affected Public: Individuals or Households and Businesses or 
Other For-Profit Institutions. 

Estimated Number of Respondents: 209,040. 

Estimated Time Per Response: 0.5 hour. 

Estimated Total Annual Burden Hours: 104,520 hours. 

Needs and Uses: The Office records about 209,040 assignments 
or documents related to ownership of patent and trademark cases 
each year. The Office requires a cover sheet to expedite the 
processing of these documents and to ensure that they are properly 
recorded. 


OMB Number: 0651-0031. 

Title: Patent Processing (Updating). 

Form Numbers: PTO/SB/08/2 1 -27/3 1/42/43/6 1/62/63/64/67/68/ 
91/92/96/97. 

Type of Review: Approved through October of 2002. 

Affected Public: Individuals or Households, Business or Other 
For-Profit Institutions, Not-For-Profit Institutions and Federal 
Government. 

Estimated Number of Respondents: 2,040,630. 

Estimated Time Per Response: 0.39 hours. 

Estimated Total Annual Burden Hours: 788,421 hours. 

Needs and Uses: During the processing of an application for a 
patent, the applicant/agent may be required or desire to submit 
additional information to the Office concerning the examination of 
a specific application. The specific information required or which 
may be submitted includes: Information Disclosure Statements; 
Terminal Disclaimers; Petitions to Revive; Express Abandon- 
ments; Appeal Notices; Petitions for Access; Powers to Inspect; 
Certificates of Mailing or Transmission; Statements under 3.73(b); 
Amendments, Petitions and their Transmittal Letters; and Deposit 
Account Order Forms. 


OMB Number: 0651-0032. 

Title: Initial Patent Application. 

Form Number: PTO/SB/01-07/13PCT/17-19/29/101-110. 

Type of Review: Approved through October of 2002. 

Affected Public: Individuals or Households, Business or Other 
For-Profit Institutions, Not-For-Profit Institutions and Federal 
Government. 

Estimated Number of Respondents: 344,100. 

Estimated Time Per Response: 8.7 hours. 

Estimated Total Annual Burden Hours: 2,994,160 hours. 

Needs and Uses: The purpose of this information collection is to 
permit the Office to determine whether an application meets the 
criteria set forth in the patent statute and regulations. The standard 
Fee Transmittal form, New Utility Patent Application Transmittal 
form, New Design Patent Application Transmittal form, New Plant 
Patent Application Transmittal form, Declaration, and Plant Patent 
Application Declaration will assist applicants in complying with 
the requirements of the patent statute and regulations, and will 
further assist the Office in processing and examination of the 
application. 


OMB Number: 0651-0033. 

Title: Post Allowance and Refiling. 

Form Numbers: PTO/SB/13/14/44/50-57; PTOL-85b. 

Type of Review: Approved through September of 2000. 

Affected Public: Individuals or Households, Business or Other 
For-Profit Institutions, Not-For-Profit Institutions and Federal 
Government. 
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Estimated Number of Respondents: 135,250. 

Estimated Time Per Response: 0.325 hour. 

Estimated Total Annual Burden Hours: 43,893 hours. 

Needs and Uses: This collection of information is required to 
administer the patent laws pursuant to Title 35, U.S.C., concerning 
the issuance of patents and related actions including correcting 
errors in printed patents, refiling of patent applications, requesting 
reexamination of a patent, and requesting a reissue patent to 
correct an error in a patent.The affected public includes any 
individual or institution whose application for a patent has been 
allowed or who takes action as covered by the applicable rules. 


OMB Number: 0651-0034. 

Title: Secrecy/License to Export. 

Form Numbers: None. 

Type of Review: Approved through January of 2001. 

Affected Public: Individuals or Households, Business or Other 
For-Profit Institutions, Not-For-Profit Institutions and Federal 
Government. 

Estimated Number of Respondents: 2,187. 

Estimated Time Per Response: 0.67 hour. 

Estimated Total Annual Burden Hours: 1,476 hours. 

Needs and Uses: In the interest of national security, patent laws 
and regulations place certain limitations on the disclosure of 
information contained in patents and patent applications and on the 
filing of applications for patent in foreign countries. 


OMB Number: 0651-0035. 

Title: Address-Affecting Provisions. 

Form Numbers: PTO/SB/81-84/121-125. 

Type of Review: Approved through October of 2002. 

Affected Public: Individuals or Households, Business or Other 
For-Profit, Not-For- Profit Institutions and Federal Government. 

Estimated Number of Respondents: 263,520. 

Estimated Time Per Response: 0.05 hour. 

Estimated Total Annual Burden Hours: 13,386 hours. 

Needs and Uses: Under existing law, a patent applicant or 
assignee may appoint, revoke or change a representative to act in 
a representative capacity. Also, an appointed representative may 
withdraw from acting in a representative capacity. This collection 
includes the information needed to ensure that Office correspon- 
dence reaches the appropriate individual. 


Comments are invited on: (1) whether the collection of informa- 
tion is necessary for proper performance of the functions of the 
agency; (2) the accuracy of the agency’s estimate of the burden; (3) 
ways to enhance the quality, utility, and clarity of the information 
to be collected; and (4) ways to minimize the burden of the 
collection of information to respondents. 


Interested persons are requested to send comments regarding these 
information collections, including suggestions for reducing this 
burden, to Robert J. Spar, Director, Office of Patent Legal 
Administration, United States Patent and Trademark Office, Wash- 
ington, D.C. 20231, or to the Office of Information and Regulatory 
Affairs, Office of Management and Budget, New Executive Office 
Building, 725 17th Street, N.W., Room 10235, Washington, D.C. 
20503, Attention: Desk Officer for the Patent and Trademark 
Office. 


Notwithstanding any other provision of law, no person is required 
to respond to nor shall a person be subject to a penalty for failure 
to comply with a collection of information subject to the require- 
ments of the Paperwork Reduction Act unless that collection of 
information displays a currently valid OMB control number. 


List of Subjects 

37 CFR Part | 

Administrative practice and procedure, Courts, Freedom of Infor- 
mation, Inventions and patents, Reporting and record keeping 
requirements, Small Businesses. 


37 CFR Part 3 


Administrative practice and procedure, Inventions and patents, 
Reporting and record keeping requirements. 
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37 CFR Part 5 


Classified information, Foreign relations, Inventions and patents. 


37 CFR Part 10 


Administrative practice and procedure, Inventions and patents, 
Lawyers, Reporting and record keeping requirements. 


For the reasons set forth in the preamble, 37 CFR Parts 1, 3, 5, and 
10 are amended as follows: 


PART 1 - RULES OF PRACTICE IN PATENT CASES 


1.The authority citation for 37 CFR part | continues to read as 
follows: 


Authority: 35 U.S.C. 2(b)(2). 


2. Section 1.4 is amended by revising paragraphs (b) and (c) to 
read as follows: 


§ 1.4 Nature of correspondence and signature requirements. 
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(b) Since each file must be complete in itself, a separate copy of 
every paper to be filed in a patent or trademark application, patent 
file, trademark registration file, or other proceeding must be 
furnished for each file to which the paper pertains, even though the 
contents of the papers filed in two or more files may be identical. 
The filing of duplicate copies of correspondence in the file of an 
application, patent, trademark registration file, or other proceeding 
should be avoided, except in situations in which the Office requires 
the filing of duplicate copies. The Office may dispose of duplicate 
copies of correspondence in the file of an application, patent, 
trademark registration file, or other proceeding. 


(c) Since different matters may be considered by different 
branches or sections of the United States Patent and Trademark 
Office, each distinct subject, inquiry or order must be contained in 
a separate paper to avoid confusion and delay in answering papers 
dealing with different subjects. 


x ee K * 


3. Section 1.6 is amended by revising paragraph (d)(9) to read as 
follows: 


§ 1.6 Receipt of correspondence. 


* eK KK 
(d) * * * 


(9) Correspondence to be filed in an interference proceeding 
which consists of a preliminary statement under § 1.621; a 
transcript of a deposition under § 1.676 or of interrogatories, or 
cross-interrogatories; or an evidentiary record and exhibits under § 
1.653. 


tee f 
4. Section 1.9 is amended by removing and reserving paragraphs 
(c) through (f), and adding a new paragraph (i) to read as follows: 
§ 1.9 Definitions. 
xe 

(i) National security classified as used in this chapter means 
specifically authorized under criteria established by an Act of 
Congress or Executive Order to be kept secret in the interest of 


national defense or foreign policy and, in fact, properly classified 
pursuant to such Act of Congress or Executive Order. 


5. Section 1.12 is amended by revising paragraph (c)(1) to read as 
follows: 
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§ 1.12 Assignment records open to public inspection. 


*e EK * 
(c) * * * 


(1) Be in the form of a petition including the fee set forth in § 
1.17(h); or 


6. Section 1.14 is revised to read as follows: 
§ 1.14 Patent applications preserved in confidence. 


(a) Confidentiality of patent application information. Patent 
applications are generally preserved in confidence pursuant to 35 
U.S.C. 122. Information concerning the filing, pendency, or 
subject matter of an application for patent, including status 
information, and access to the application, will only be given to the 
public as set forth in § 1.11 or in this section. 

(1) Status information is: 

(i)Whether the application is pending, abandoned, or patented; 
and 

(ii) The application “numerical identifier” which may be: 

(A) The eight digit application number (the two digit series code 
plus the six digit serial number); or 

(B) The six digit serial number and either the filing date of the 
national application, the international filing date, or the date of 
entry into the national stage. 

(2) Access is defined as providing the application file for review 
and copying of any material. 

(b) When status information may be supplied. Status informa- 
tion of an application may be supplied by the Office to the public 
if any of the following apply: 

(1) Access to the application is available pursuant to paragraph 
(e) of this section; 

(2) The application is referred to by its numerical identifier in a 
published patent document (e.g., a U.S. patent or a foreign 
application or patent publication) or in a U.S. application open to 
public inspection (§ 1.11(b) or paragraph (e)(2)(i) of this section); 
or 

(3) The application is a published international application in 
which the United States of America has been indicated as a 
designated state. 

(4) The application claims the benefit of the filing date of an 
application for which status information may be provided pursuant 
to paragraphs (b)(1) through (b)(3) of this section. 

(c) Copy of application-as-filed. If a U.S. patent incorporates by 
reference a pending or abandoned application, a copy of that 
application-as-filed may be provided to any person upon written 
request accompanied by the fee set forth in 1.19(b)(1). 

(d) Power to inspect a pending or abandoned application. Access 
to an application may be provided to any person if the application 
file is available, and the application contains written authority 
(e.g., a power to inspect) granting access to such person. The 
written authority must be signed by: 

(1) An applicant; 

(2) An attorney or agent of record; 

(3) An authorized official of an assignee of record (made of 
record pursuant to 3.71 of this chapter); or 

(4) A registered attorney or agent named in the papers accom- 
panying the application papers filed under 1.53 or the national 
stage documents filed under 1.494 or 1.495, if an executed oath or 
declaration pursuant to § 1.63 or 1.497 has not been filed. 

(e) Public access to a pending or abandoned application. Access 
to an application may be provided to any person if a written 
request for access is submitted, the application file is available, and 
any of the following apply: 

(1) The application is open to public inspection pursuant to § 
1.11(b); or 

(2) The application is abandoned, it is not within the file jacket 
of a pending application under § 1.53(d), and it is referred to: 

(i) In a U.S. patent; or 

(ii) In another U.S. application which is open to public inspec- 
tion either pursuant to § 1.11(b) or paragraph (e)(2)(i) of this 
section. 
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(f) Applications reported to Department of Energy. Applications 
for patents which appear to disclose, purport to disclose or do 
disclose inventions or discoveries relating to atomic energy are 
reported to the Department of Energy, which Department will be 
given access to the applications. Such reporting does not constitute 
a determination that the subject matter of each application so 
reported is in fact useful or is an invention or discovery, or that 
such application in fact discloses subject matter in categories 
specified by 42 U.S.C. 2181(c) and (d). 

(g) Decisions by the Commissioner or the Board of Patent 
Appeals and Interferences. Any decision by the Commissioner or 
the Board of Patent Appeals and Interferences which would not 
otherwise be open to public inspection may be published or made 
available for public inspection if: 

(1) The Commissioner believes the decision involves an inter- 
pretation of patent laws or regulations that would be of preceden- 
tial value; and 

(2) The applicant, or a party involved in an interference for 
which a decision was rendered, is given notice and an opportunity 
to object in writing within two months on the ground that the 
decision discloses a trade secret or other confidential information. 
Any objection must identify the deletions in the text of the 
decision considered necessary to protect the information, or 
explain why the entire decision must be withheld from the public 
to protect such information. An applicant or party will be given 
time, not less than twenty days, to request reconsideration and seek 
court review before any portions of a decision are made public 
under this paragraph over his or her objection. 

(h) Publication pursuant to § 1.47. Information as to the filing of 
an application will be published in the Official Gazette in accor- 
dance with §§ 1.47(a) and (b). 

(i) International applications. Copies of an application file for 
which the United States acted as the International Preliminary 
Examining Authority, or copies of a document in such an appli- 
cation file, will be furnished in accordance with Patent Coopera- 
tion Treaty (PCT) Rule 94.2 or 94.3, upon payment of the 
appropriate fee (§ 1.19(b)(2) or § 1.19(b)(3)). 

(j) Access or copies in other circumstances. The Office, either 
sua sponte or on petition, may also provide access or copies of an 
application if necessary to carry out an Act of Congress or if 
warranted by other special circumstances. Any petition by a 
member of the public seeking access to, or copies of, any pending 
or abandoned application preserved in confidence pursuant to 
paragraph (a) of this section, or any related papers, must include: 

(1) The fee set forth in § 1.17(h); and 

(2) A showing that access to the application is necessary to carry 
out an Act of Congress or that special circumstances exist which 
warrant petitioner being granted access to the application. 


7. Section 1.17 is amended by revising paragraphs (h), (i), (k), (1), 
(m), (p), and (q) to read as follows: 


§ 1.17 Patent application processing fees. 


kekK KS 


(h) For filing a petition to the Commissioner under one of the 
following sections which refers to this paragraph ... $130.0 

§ 1.12 - for access to an assignment record. 

§ 1.14 - for access to an application. 

§ 1.47 - for filing by other than all the inventors or a person not 
the inventor. 

§ 1.53(e) - to accord a filing date. 

§ 1.59 - for expungement and return of information. 

§ 1.84 - for accepting color drawings or photographs. 
1.91 - for entry of a model or exhibit. 
1.102 - to make an application special. 
1.103(a) - to suspend action in an application. 
1.182 - for decision on a question not specifically provided for. 
1.183 - to suspend the rules. 
1.295 - for review of refusal to publish a statutory invention 
registration. 

- to withdraw an application from issue. 

§ 1.314 - to defer issuance of a patent. 

§ 1.377 - for review of decision refusing to accept and record 
payment of a maintenance fee filed prior to expiration of a patent. 

§ 1.378(e) - for reconsideration of decision on petition refusing 
to accept delayed payment of maintenance fee in an expired patent. 


§ 
§ 
§ 
§ 
§ 
§ 
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§ 1.644(e) - for petition in an interference 

§ 1.644(f) - for request for reconsideration of a decision on 
petition in an interference. 

§ 1.666(b) - for access to an interference settlement agreement. 

§ 1.666(c) - for late filing of an interference settlement agree- 
ment. 

§ 1.741(b) - to accord a filing date to an application for 
extension of a patent term. 

§5.12 - for expedited handling of a foreign filing license. 

§5.15 - for changing the scope of a license. 

§5.25 - for a retroactive license. 

(i) Processing fee for taking action under one of the following 
sections which refers to this paragraph $130.00 

§ 1.28(c)(3) - for processing a non-itemized fee deficiency based 
on an error in small entity status. 

§ 1.41 - for supplying the name or names of the inventor or 
inventors after the filing date without an oath or declaration as 
prescribed by § 1.63, except in provisional applications. 

§ 1.48 - for correcting inventorship, except in provisional 
applications. 

§ 1.52(d) - for processing a nonprovisional application filed with 
a specification in a language other than English. 

§ 1.53(c)(3) - to convert a provisional application filed under § 
1.53(c) to a nonprovisional application under § 1.53(b). 

§ 1.55 - for entry of late priority papers. 

§ 1.103(b) - for requesting limited suspension of action in 
continued prosecution application (§ 1.53(d)). 

§ 1.103(c) - for requesting limited suspension of action after a 
request for continued examination (§ 1.114). 

§ 1.497(d) - for filing an oath or declaration pursuant to 35 
U.S.C. 371(c)(4) naming an inventive entity different from the 
inventive entity set forth in the international stage. 

§ 3.81 - for a patent to issue to assignee, assignment submitted 
after payment of the issue fee. 


**e eK * 


(k) For filing a request for expedited examination under 1.155(a) 
; $900.00 

(1) For filing a petition for the revival of an unavoidably 
abandoned application under 35 U.S.C. 111, 133, 364, or 371, or 
the unavoidably delayed payment of the issue fee under 35 U.S.C. 
151 (§ 1.137(a)): 


By a small entity ( § 1.27(a)) 
By other than a small entity 


(m) For filing a petition for the revival of an unintentionally 
abandoned application or the unintentionally delayed payment of 
the issue fee under 35 U.S.C. 41(a)(7) (§ 1.137(b)): 


By a small entity ( § 1.27(a)) 
By other than a small entity $1,240.00 


Kk K 


(p) For submission of an information disclosure statement under 
§ 1.97(c) and (d) 

(q) Processing fee for taking action under one of the following 
sections which refers to this paragraph 

§ 1.41 - to supply the name or names of the inventor or inventors 
after the filing date without a cover sheet as prescribed by § 
1.51(c)(1) in a provisional application.§ 

1.48 - for correction of inventorship in a provisional applica- 
tion.§ 

1.53(c)(2) - to convert a nonprovisional application filed under 


1.53(b) to a provisional application under § 1.53(c). 
*exe EK * 
8. Section 1.19 is amended by revising its introductory text and 


paragraphs (a) and (b) and removing and reserving paragraphs (g) 
and (h) to read as follows: 
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§ 1.19 Document supply fees. 


The United States Patent and Trademark Office will supply copies 
of the following documents upon payment of the fees indicated. 
The copies will be in black and white unless the original document 
is in color, a color copy is requested and the fee for a color copy 
is paid. 


(a) Uncertified copies of patents: 

(1) Printed copy of the paper portion of a patent, including a 
design patent, statutory invention registration, or defensive publi- 
cation document: 

ee I oie aac uiticranps viene cegeaticientiaks $3.00 

(ii) Overnight delivery to Office Box or overnight 
facsimile 

(iii) Expedited service for copy ordered by expedited mail or 
facsimile delivery service and delivered to the customer within 
OAR TIN acc op scn coira disleinmeetancchanbononcaecnalebateonctoalt $25.00 

(2) Printed copy of a plant patent in color.................+ $15.00 

(3) Color copy of a patent (other than a plant patent) or statutory 
invention registration containing a color drawing .............. $25.00 

(b) Certified and uncertified copies of Office documents: 

(1) Certified or uncertified copy of the paper portion of patent 
application as filed: 

(i) Regular service 

(i) Expedited regular service................ccorcssecssrescsscreesens $30.00 

(2) Certified or uncertified copy of paper portion of patent- 
related file wrapper and contents: 

(i) File wrapper and paper contents of 400 or fewer pages 
$200.00 

(ii) Additional fee for each additional 100 pages or portion 
OI ances wate oacccte cee ocrianetckicceatuisarsmadtengeraaicetenipencincnises $40.00 

(iii) Additional fee for certification 

(3) Certified or uncertified copy on compact disc of patent- 
related file-wrapper contents that were submitted on compact disc: 

(1) First compact disc in a single order $55.00 

(ii) Each additional compact disc in the single order of para- 
graph (b)(3)(i) of this section 

(4) Certified or uncertified copy of Office records, per document 
except as otherwise provided in this section 

(5) For assignment records, abstract of title and certification, per 
no MMR SEY DRE OL oe ARE RD RL $25.00 
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9. Section 1.22 is amended by revising paragraph (b) to read as 
follows: 


§ 1.22 Fee payable in advance. 


ke KK * 


(b) All fees paid to the United States Patent and Trademark 
Office must be itemized in each individual application, patent, 
trademark registration file, or other proceeding in such a manner 
that it is clear for which purpose the fees are paid. The Office may 
return fees that are not itemized as required by this paragraph. The 
provisions of § 1.5(a) do not apply to the resubmission of fees 
returned pursuant to this paragraph. 


10. Section 1.25 is amended by revising paragraph (b) to read as 
follows: 


§ 1.25 Deposit accounts. 


ke KK 


(b) Filing, issue, appeal, international-type search report, inter- 
national application processing, petition, and post-issuance fees 
may be charged against these accounts if sufficient funds are on 
deposit to cover such fees. A general authorization to charge all 
fees, or only certain fees, set forth in § 1.16 to § 1.18 to a deposit 
account containing sufficient funds may be filed in an individual 
application, either for the entire pendency of the application or 
with respect to a particular paper filed. An authorization to charge 
a fee to a deposit account will not be considered payment of the fee 
on the date the authorization to charge the fee is effective as to the 
particular fee to be charged unless sufficient funds are present in 
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the account to cover the fee. An authorization to charge fees under 
§ 1.16 in an application filed under 35 U.S.C. 371 will be treated 
as an authorization to charge fees under § 1.492. An authorization 
to charge fees set forth in § 1.18 to a deposit account is subject to 
the provisions of § 1.311(b). An authorization to charge to a 
deposit account the fee for a request for reexamination pursuant to 
§ 1.510 and any other fees required in a reexamination proceeding 
in a patent may also be filed with the request for reexamination. 


11. Section 1.26 is amended by revising paragraph (a) and adding 
paragraph (b) to read as follows: 


§ 1.26 Refunds. 


(a) The Commissioner may refund any fee paid by mistake or in 
excess of that required. A change of purpose after the payment of 
a fee, such as when a party desires to withdraw a patent or 
trademark filing for which the fee was paid, including an applica- 
tion, an appeal, or a request for an oral hearing, will not entitle a 
party to a refund of such fee. The Office will not refund amounts 
of twenty-five dollars or less unless a refund is specifically 
requested, and will not notify the payor of such amounts. If a party 
paying a fee or requesting a refund does not provide the banking 
information necessary for making refunds by electronic funds 
transfer (31 U.S.C. 3332 and 31 CFR Part 208), or instruct the 
Office that refunds are to be credited to a deposit account, the 
Commissioner may require such information, or use the banking 
information on the payment instrument to make a refund. Any 
refund of a fee paid by credit card will be by a credit to the credit 
card account to which the fee was charged. 

(b) Any request for refund must be filed within two years from 
the date the fee was paid, except as otherwise provided in this 
paragraph or in § 1.28(a). If the Office charges a deposit account 
by an amount other than an amount specifically indicated in an 
authorization (§ 1.25(b)), any request for refund based upon such 
charge must be filed within two years from the date of the deposit 
account statement indicating such charge, and include a copy of 
that deposit account statement. The time periods set forth in this 
paragraph are not extendable. 


12. Section 1.27 is revised to read as follows: 


§ 1.27 Definition of small entities and establishing status as a 
small entity to permit payment of small entity fees; when a 
determination of entitlement to small entity status and notifi- 
cation of loss of entitlement to small entity status are required; 
fraud on the Office. 


(a) Definition of small entities. A small entity as used in this 
chapter means any party (person, small business concern, or 
nonprofit organization) under paragraphs (a)(1) through (a)(3) of 
this section. 

(1) Person. A person, as used in paragraph (c) of this section, 
means any inventor or other individual (e.g., an individual to 
whom an inventor has transferred some rights in the invention), 
who has not assigned, granted, conveyed, or licensed, and is under 
no obligation under contract or law to assign, grant, convey, or 
license, any rights in the invention. An inventor or other individual 
who has transferred some rights, or is under an obligation to 
transfer some rights in the invention to one or more parties, can 
also qualify for small entity status if all the parties who have had 
rights in the invention transferred to them also qualify for small 
entity status either as a person, small business concern, or 
nonprofit organization under this section. 

(2) Small Business Concern. A small business concern, as used 
in paragraph (c) of this section, means any business concern that: 

(i) Has not assigned, granted, conveyed, or licensed, and is 
under no obligation under contract or law to assign, grant, convey, 
or license, any rights in the invention to any person, concern, or 
organization which would not qualify for small entity status as a 
person, small business concern, or nonprofit organization. 
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(ii) Meets the standards set forth in 13 CFR part 121 to be 
eligible for reduced patent fees. Questions related to standards for 
a small business concern may be directed to:Small Business 
Administration, Size Standards Staff, 409 Third Street, S.W., 
Washington, D.C. 20416. 

(3) Nonprofit Organization. A nonprofit organization, as used in 
paragraph (c) of this section, means any nonprofit organization 
that: 

(i) Has not assigned, granted, conveyed, or licensed, and is 
under no obligation under contract or law to assign, grant, convey, 
or license, any rights in the invention to any person, concern, or 
organization which would not qualify as a person, small business 
concern, or a nonprofit organization, and 

(ii) Is either: 

(A) A university or other institution of higher education located 
in any country; 

(B) An organization of the type described in section 501(c)(3) of 
the Internal Revenue Code of 1986 (26 U.S.C. S501(c)(3)) and 
exempt from taxation under section 501(a) of the Internal Revenue 
Code (26 U.S.C. 501(a)); 

(C) Any nonprofit scientific or educational organization quali- 
fied under a nonprofit organization statute of a state of this country 
(35 U.S.C. 201(i)); or 

(D) Any nonprofit organization located in a foreign country 
which would qualify as a nonprofit organization under paragraphs 
(a)(3)(ii)(B) of this section or (a)(3)(ii)(C) of this section if it were 
located in this country. 

(4) License to a Federal Agency. 

(i) For persons under paragraph (a)(1) of this section, a license 
to the Government resulting from a rights determination under 
Executive Order 10096 does not constitute a license so as to 
prohibit claiming small entity status. 

(ii) For small business concerns and nonprofit organizations 
under paragraphs (a)(2) and (a)(3) of this section, a license to a 
Federal agency resulting from a funding agreement with that 
agency pursuant to 35 U.S.C. 202(c)(4) does not constitute a 
license for the purposes of paragraphs (a)(2)(i) and (a)(3)(i) of this 
section. 

(b) Establishment of small entity status permits payment of 
reduced fees. A small entity, as defined in paragraph (a) of this 
section, who has properly asserted entitlement to small entity 
status pursuant to paragraph (c) of this section will be accorded 
small entity status by the Office in the particular application or 
patent in which entitlement to small entity status was asserted. 
Establishment of small entity status allows the payment of certain 
reduced patent fees pursuant to 35 U.S.C. 41(h). 

(c) Assertion of small entity status. Any party (person, small 
business concern or nonprofit organization) should make a deter- 
mination, pursuant to paragraph (f) of this section, of entitlement 
to be accorded small entity status based on the definitions set forth 
in paragraph (a) of this section, and must, in order to establish 
small entity status for the purpose of paying small entity fees, 
actually make an assertion of entitlement to small entity status, in 
the manner set forth in paragraphs (c)(1) or (c)(3) of this section, 
in the application or patent in which such small entity fees are to 
be paid. 

(1) Assertion by writing. Small entity status may be established 
by a written assertion of entitlement to small entity status. A 
written assertion must: 

(i) Be clearly identifiable; 

(ii) Be signed (see paragraph (c)(2) of this section); and 

(iii) Convey the concept of entitlement to small entity status, 
such as by stating that applicant is a small entity, or that small 
entity status is entitled to be asserted for the application or patent. 
While no specific words or wording are required to assert small 
entity status, the intent to assert small entity status must be clearly 
indicated in order to comply with the assertion requirement. 

(2) Parties who can sign and file the written assertion. The 
written assertion can be signed by: 

(i) One of the parties identified in § 1.33(b) (e.g., an attorney or 
agent registered with the Office), § 3.73(b) of this chapter 
notwithstanding, who can also file the written assertion; 

(ii) At least one of the individuals identified as an inventor (even 
though a § 1.63 executed oath or declaration has not been 
submitted), notwithstanding § 1.33(b)(4), who can also file the 
written assertion pursuant to the exception under § 1.33(b) of this 
part; or 
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(iii) An assignee of an undivided part interest, notwithstanding 
§§ 1.33(b)(3) and 3.73(b) of this chapter, but the partial assignee 
cannot file the assertion without resort to a party identified under 
§ 1.33(b) of this part. 

(3) Assertion by payment of the small entity basic filing or basic 
national fee. The payment, by any party, of the exact amount of 
one of the small entity basic filing fees set forth in §§ 1.16(a), (f), 
(g), (h), or (k), or one of the small entity basic national fees set 
forth in§§ 1.492(a)(1), (a)(2), (a)(3), (a)(4), or (a)(5), will be 
treated as a written assertion of entitlement to small entity status 
even if the type of basic filing or basic national fee is inadvertently 
selected in error. 

(i) If the Office accords small entity status based on payment of 
a small entity basic filing or basic national fee under paragraph 
(c)(3) of this section that is not applicable to that application, any 
balance of the small entity fee that is applicable to that application 
will be due along with the appropriate surcharge set forth in § 
1.16(e), or § 1.16(1). 

(ii) The payment of any small entity fee other than those set 
forth in paragraph (c)(3) of this section (whether in the exact fee 
amount or not) will not be treated as a written assertion of 
entitlement to small entity status and will not be sufficient to 
establish small entity status in an application or a patent. 

(4) Assertion required in related, continuing, and reissue appli- 
cations. Status as a small entity must be specifically established by 
an assertion in each related, continuing and reissue application in 
which status is appropriate and desired. Status as a small entity in 
one application or patent does not affect the status of any other 
application or patent, regardless of the relationship of the appli- 
cations or patents. The refiling of an application under § 1.53 as a 
continuation, divisional, or continuation-in-part application (in- 
cluding a continued prosecution application under § 1.53(d)), or 
the filing of a reissue application, requires a new assertion as to 
continued entitlement to small entity status for the continuing or 
reissue application. 

(d) When small entity fees can be paid. Any fee, other than the 
small entity basic filing fees and the small entity national fees of 
paragraph (c)(3) of this section, can be paid in the small entity 
amount only if it is submitted with, or subsequent to, the 
submission of a written assertion of entitlement to small entity 
status, except when refunds are permitted by § 1.28(a). 

(e) Only one assertion required. 

(1) An assertion of small entity status need only be filed once in 
an application or patent. Small entity status, once established, 
remains in effect until changed pursuant to paragraph (g)(1) of this 
section. Where an assignment of rights or an obligation to assign 
rights to other parties who are small entities occurs subsequent to 
an assertion of small entity status, a second assertion is not 
required. 

(2) Once small entity status is withdrawn pursuant to paragraph 
(g)(2) of this section, a new written assertion is required to again 
obtain small entity status. 

(f) Assertion requires a determination of entitlement to pay 
small entity fees. Prior to submitting an assertion of entitlement to 
small entity status in an application, including a related, continu- 
ing, or reissue application, a determination of such entitlement 
should be made pursuant to the requirements of paragraph (a) of 
this section. It should be determined that all parties holding rights 
in the invention qualify for small entity status.The Office will 
generally not question any assertion of small entity status that is 
made in accordance with the requirements of this section, but note 
paragraph (h) of this section. 

(g)(1) New determination of entitlement to small entitystatus is 
needed when issue and maintenance fees are due. Once status as a 
small entity has been established in an application or patent, fees 
as a small entity may thereafter be paid in that application or patent 
without regard to a change in status until the issue fee is due or any 
maintenance fee is due. 

(2) Notification of loss of entitlement to small entity status is 
required when issue and maintenance fees are due. Notification of 
a loss of entitlement to small entity status must be filed in the 
application or patent prior to paying, or at the time of paying, the 
earliest of the issue fee or any maintenance fee due after the date 
on which status as a small entity as defined in paragraph (a) of this 
section is no longer appropriate. The notification that small entity 
status is no longer appropriate must be signed by a party identified 
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in § 1.33(b). Payment of a fee in other than the small entity amount 
is not sufficient notification that small entity status is no longer 
appropriate. 

(h) Fraud attempted or practiced on the Office. 

(1) Any attempt to fraudulently establish status as a small entity, 
or pay fees as a small entity, shall be considered as a fraud 
practiced or attempted on the Office. 

(2) Improperly, and with intent to deceive establishing status as 
a small entity, or paying fees as a small entity, shall be considered 
as a fraud practiced or attempted on the Office. 


13. Section 1.28 is revised to read as follows: 


§ 1.28 Refunds when small entity status is later established; 
how errors in small entity status are excused. 


(a) Refunds based on later establishment of small entity status. 
A refund pursuant to § 1.26 of this part, based on establishment of 
small entity status, of a portion of fees timely paid in full prior to 
establishing status as a small entity may only be obtained if an 
assertion under § 1.27(c) and a request for a refund of the excess 
amount are filed within three months of the date of the timely 
payment of the full fee. The three-month time period is not 
extendable under § 1.136. Status as a small entity is waived for any 
fee by the failure to establish the status prior to paying, at the time 
of paying, or within three months of the date of payment of, the 
full fee. 

(b) Date of Payment. 

(1) The three-month period for requesting a refund, pursuant to 
paragraph (a) of this section, starts on the date that a full fee has 
been paid; 

(2) The date when a deficiency payment is paid in full 
determines the amount of deficiency that is due, pursuant to 
paragraph (c) of this section. 

(c) How errors in small entity status are excused. If status as a 
small entity is established in good faith, and fees as a small entity 
are paid in good faith, in any application or patent, and it is later 
discovered that such status as a small entity was established in 
error, or that through error the Office was not notified of a loss of 
entitlement to small entity status as required by § 1.27(g)(2), the 
error will be excused upon: compliance with the separate submis- 
sion and itemization requirements of paragraphs (c)(1) and (c)(2) 
of this section, and the deficiency payment requirement of para- 
graph (c)(2) of this section: 

(1) Separate submission required for each application or patent. 
Any paper submitted under this paragraph must be limited to the 
deficiency payment (all fees paid in error), required by paragraph 
(c)(2) of this section, for one application or one patent. Where 
more than one application or patent is involved, separate submis- 
sions of deficiency payments (e.g., checks) and itemizations are 
required for each application or patent. See § 1.4(b). 

(2) Payment of deficiency owed. The deficiency owed, resulting 
from the previous erroneous payment of small entity fees, must be 
paid. 

(i) Calculation of the deficiency owed. The deficiency owed for 
each previous fee erroneously paid as a small entity is the 
difference between the current fee amount (for other than a small 
entity) on the date the deficiency is paid in full and the amount of 
the previous erroneous (small entity) fee payment. The total 
deficiency payment owed is the sum of the individual deficiency 
owed amounts for each fee amount previously erroneously paid as 
a small entity. Where a fee paid in error as a small entity was 
subject to a fee decrease between the time the fee was paid in error 
and the time the deficiency is paid in full, the deficiency owed is 
equal to the amount (previously) paid in error; 

(ii) Itemization of the deficiency payment. An itemization of the 
total deficiency payment is required. The itemization must include 
the following information: 

(A) Each particular type of fee that was erroneously paid as a 
small entity, (e.g., basic statutory filing fee, two-month extension 
of time fee) along with the current fee amount for a non-small 
entity; 

(B) The small entity fee actually paid, and when. This will 
permit the Office to differentiate, for example, between two 
one-month extension of time fees erroneously paid as a small 
entity but on different dates; 

(C) The deficiency owed amount (for each fee erroneously 
paid); and 
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(D) The total deficiency payment owed, which is the sum or 
total of the individual deficiency owed amounts set forth in 
paragraph (c)(2)(ii)(C) of this section. 

(3) Failure to comply with requirements. If the requirements of 
paragraphs (c)(1) and (c)(2) of this section are not complied with, 
such failure will either: be treated as an authorization for the Office 
to process the deficiency payment and charge the processing fee 
set forth in § 1.17(i), or result in a requirement for compliance 
within a one-month non-extendable time period under 1.136(a) to 
avoid the return of the fee deficiency paper, at the option of the 
Office. 

(d) Payment of deficiency operates as notification of loss of 
status. Any deficiency payment (based on a previous erroneous 
payment of a small entity fee) submitted under paragraph (c) of 
this section will be treated under § 1.27(g)(2) as a notification of 
a loss of entitlement to small entity status. 


14. Section 1.33 is amended by revising paragraphs (a) and (b) to 
read as follows: 


§ 1.33 Correspondence respecting patent applications, reex- 
amination proceedings, and other proceedings. 


(a) Correspondence address and daytime telephone number. 
When filing an application, a correspondence address must be set 
forth in either an application data sheet (§ 1.76), or elsewhere, in 
a clearly identifiable manner, in any paper submitted with an 
application filing. If no correspondence address is specified, the 
Office may treat the mailing address of the first named inventor (if 
provided, see §§ 1.76(b)(1) and 1.63(c)(2)) as the correspondence 
address. The Office will direct all notices, official letters, and other 
communications relating to the application to the correspondence 
address. The Office will not engage in double correspondence with 
an applicant and a registered attorney or agent, or with more than 
one registered attorney or agent except as deemed necessary by the 
Commissioner. If more than one correspondence address is speci- 
fied, the Office will establish one as the correspondence address. 
For the party to whom correspondence is to be addressed, a 
daytime telephone number should be supplied in a clearly identi- 
fiable manner and may be changed by any party who may change 
the correspondence address.The correspondence address may be 
changed as follows: 

(1) Prior to filing of a § 1.63 oath or declaration by any of the 
inventors. If a § 1.63 oath or declaration has not been filed by any 
of the inventors, the correspondence address may be changed by 
the party who filed the application. If the application was filed by 
a registered attorney or agent, any other registered practitioner 
named in the transmittal papers may also change the correspon- 
dence address. Thus, the inventor(s), any registered practitioner 
named in the transmittal papers accompanying the original appli- 
cation, or a party that will be the assignee who filed the 
application, may change the correspondence address in that 
application under this paragraph. 

(2) Where a § 1.63 oath or declaration has been filed by any of 
the inventors. If a § 1.63 oath or declaration has been filed, or is 
filed concurrent with the filing of an application, by any of the 
inventors, the correspondence address may be changed by the 
parties set forth in paragraph (b) of this section, except for 
paragraph (b)(2). 

(b) Amendments and other papers. Amendments and other 
papers, except for written assertions pursuant to § 1.27(c)(2)(ii) of 
this part, filed in the application must be signed by: 

(1) A registered attorney or agent of record appointed in 
compliance with § 1.34(b); 

(2) A registered attorney or agent not of record who acts in a 
representative capacity under the provisions of § 1.34(a); 

(3) An assignee as provided for under § 3.71(b) of this chapter; 
or 

(4) All of the applicants (§ 1.41(b)) for patent, unless there is an 
assignee of the entire interest and such assignee has taken action in 
the application in accordance with § 3.71 of this chapter. 


*eKES 


15. Section 1.34 is revised to read as follows: 
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§ 1.34 Recognition for representation. 


(a) When a registered attorney or agent acting in a representative 
capacity, pursuant to § 1.31 of this part, appears in person or signs 
a paper in practice before the United States Patent and Trademark 
Office in a patent case, his or her personal appearance or signature 
shall constitute a representation to the United States Patent and 
Trademark Office that under the provisions of this subchapter and 
the law, he or she is authorized to represent the particular party in 
whose behalf he or she acts. In filing such a paper, the registered 
attorney or agent should specify his or her registration number 
with his or her signature.Further proof of authority to act in a 
representative capacity may be required 

(b) When a registered attorney or agent shall have filed his or 
her power of attorney,or authorization, duly executed by the person 
or persons entitled to prosecute an application or a patent involved 
in a reexamination proceeding, pursuant to § 1.31, he or she is a 
principal registered attorney or agent of record in the case. A 
principal registered attorney cr agent, so appointed, may appoint 
an associate registered attorney or agent who shall also then be of 
record. 


16. Section 1.36 is revised to read as follows: 


§ 1.36 Revocation of power of attorney or authorization; 
withdrawal of registered attorney or agent. 


A power of attorney or authorization of agent, pursuant to § 
1.31, may be revoked at any stage in the proceedings of a case, and 
a registered attorney or agent may withdraw, upon application to 
and approval by the Commissioner. A registered attorney or agent, 
except an associate registered attorney or agent whose address is 
the same as that of the principal registered attorney or agent, will 
be notified of the revocation of the power of attorney or authori- 
zation, and the applicant or patent owner will be notified of the 
withdrawal of the registered attorney or agent. An assignment will 
not of itself operate as a revocation of a power or authorization 
previously given, but the assignee of the entire interest may revoke 
previous powers and be represented by a registered attorney or 
agent of the assignee’s own selection. See § 1.613(d) for with- 
drawal in an interference. 


17. Section 1.41 is amended by revising paragraphs (a) and (c) to 
read as follows: 


§ 1.41 Applicant for patent. 


(a) A patent is applied for in the name or names of the actual 
inventor or inventors. 

(1) The inventorship of a nonprovisional application is that 
inventorship set forth in the oath or declaration as prescribed by § 
1.63, except as provided for in §§ 1.53(d)(4) and 1.63(d). If an oath 
or declaration as prescribed by § 1.63 is not filed during the 
pendency of a nonprovisional application, the inventorship is that 
inventorship set forth in the application papers filed pursuant to § 
1.53(b), unless applicant files a paper, including the processing fee 
set forth in § 1.17(i), supplying or changing the name or names of 
the inventor or inventors. 

(2) The inventorship of a provisional application is that inven- 
torship set forth in the cover sheet as prescribed by § 1.51(c)(1). If 
a cover sheet as prescribed by § 1.51(c)(1) is not filed during the 
pendency of a provisional application, the inventorship is that 
inventorship set forth in the application papers filed pursuant to 

§ 1.53(c), unless applicant files a paper including the processing 
fee set forth in § 1.17(q), supplying or changing the name or names 
of the inventor or inventors. 

(3) In a nonprovisional application filed without an oath or 
declaration as prescribed by § 1.63 or a provisional application 
filed without a cover sheet as prescribed by § 1.51(c)(1), the name, 
residence, and citizenship of each person believed to be an actual 
inventor should be provided when the application papers pursuant 
to § 1.53(b) or § 1.53(c) are filed. 

(4) The inventors who submitted an application under § 1.494 or 
§ 1.495 are the inventors in the international application designat- 
ing the United States (§ 1.48(f)(1) does not apply to applications 
entering the national stage). 
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(c) Any person authorized by the applicant may physically or 
electronically deliver an application for patent to the Office on 
behalf of the inventor or inventors, but an oath or declaration for 
the application (§ 1.63) can only be made in accordance with § 
1.64. 


18. Section 1.44 is removed and reserved. 
§ 1.44 [Reserved] 
19. Section 1.47 is revised to read as follows: 


§ 1.47 Filing when an inventor refuses to sign or cannot be 
reached. 


(a) If a joint inventor refuses to join in an application for patent 
or cannot be found or reached after diligent effort, the application 
may be made by the other inventor on behalf of himself or herself 
and the nonsigning inventor. The oath or declaration in such an 
application must be accompanied by a petition including proof of 
the pertinent facts, the fee set forth in § 1.17(h), and the last known 
address of the nonsigning inventor. The nonsigning inventor may 
subsequently join in the application by filing an oath or declaration 
complying with § 1.63. 

(b) Whenever all of the inventors refuse to execute an applica- 
tion for patent, or cannot be found or reached after diligent effort, 
a person to whom an inventor has assigned or agreed in writing to 
assign the invention, or who otherwise shows sufficient proprietary 
interest in the matter justifying such action, may make application 
for patent on behalf of and as agent for all the inventors. The oath 
or declaration in such an application must be accompanied by a 
petition including proof of the pertinent facts, a showing that such 
action is necessary to preserve the rights of the parties or to prevent 
irreparable damage, the fee set forth in § 1.17(h), and the last 
known address of all of the inventors. An inventor may subse- 
quently join in the application by filing an oath or declaration 
complying with § 1.63. 

(c) The Office will send notice of the filing of the application to 
all inventors who have not joined in the application at the 
address(es) provided in the petition under this section, and publish 
notice of the filing of the application in the Official Gazette. The 
Office may dispense with this notice provision in a continuation or 
divisional application, if notice regarding the filing of the prior 
application was given to the nonsigning inventor(s). 


20. Section 1.48 is revised to read as follows: 


§ 1.48 Correction of inventorship in a patent application, other 
than a reissue application, pursuant to 35 U.S.C. 116. 


(a) Nonprovisional application after oath/declaration filed. If the 
inventive entity is set forth in error in an executed § 1.63 oath or 
declaration in a nonprovisional application, and such error arose 
without any deceptive intention on the part of the person named as 
an inventor in error or on the part of the person who through error 
was not named as an inventor, the inventorship of the nonprovi- 
sional application may be amended to name only the actual 
inventor or inventors. If the nonprovisional application is involved 
in an interference, the amendment must comply with the require- 
ments of this section and must be accompanied by a motion under 
§ 1.634. Amendment of the inventorship requires: 

(1) A request to correct the inventorship that sets forth the 
desired inventorship change; 

(2) A statement from each person being added as an inventor 
and from each person being deleted as an inventor that the error in 
inventorship occurred without deceptive intention on his or her 
part; 
(3) An oath or declaration by the actual inventor or inventors as 
required by § 1.63 or as permitted by §§ 1.42, 1.43 or 1.47; 

(4) The processing fee set forth in § 1.17(i); and 

(5) If an assignment has been executed by any of the original 
named inventors, the written consent of the assignee (see 3.73(b) 
of this chapter). 

(b) Nonprovisional application - fewer inventors due to amend- 
ment or cancellation of claims. If the correct inventors are named 
in a nonprovisional application, and the prosecution of the 
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nonprovisional application results in the amendment or cancella- 
tion of claims so that fewer than all of the currently named 
inventors are the actual inventors of the invention being claimed in 
the nonprovisional application, an amendment must be filed 
requesting deletion of the name or names of the person or persons 
who are not inventors of the invention being claimed. If the 
application is involved in an interference, the amendment must 
comply with the requirements of this section and must be 
accompanied by a motion under § 1.634. Amendment of the 
inventorship requires: 

(1) A request, signed by a party set forth in § 1.33(b), to correct 
the inventorship that identifies the named inventor or inventors 
being deleted and acknowledges that the inventor’s invention is no 
longer being claimed in the nonprovisional application; and 

(2) The processing fee set forth in § 1.17(i). 

(c) Nonprovisional application - inventors added for claims to 
previously unclaimed subject matter. If a nonprovisional applica- 
tion discloses unclaimed subject matter by an inventor or inventors 
not named in the application, the application may be amended to 
add claims to the subject matter and name the correct inventors for 
the application. If the application is involved in an interference, the 
amendment must comply with the requirements of this section and 
must be accompanied by a motion under § 1.634.Amendment of 
the inventorship requires: 

(1) A request to correct the inventorship that sets forth the 
desired inventorship change; 

(2) A statement from each person being added as an inventor 
that the addition is necessitated by amendment of the claims and 
that the inventorship error occurred without deceptive intention on 
his or her part; 

(3) An oath or declaration by the actual inventors as required by 
§ 1.63 or as permitted by §§ 1.42, 1.43, or 1.47; 

(4) The processing fee set forth in § 1.17(i); and 

(5) If an assignment has been executed by any of the original 
named inventors, the written consent of the assignee (see § 3.73(b) 
of this chapter). 

(d) Provisional application - adding omitted inventors. If the 
name or names of an inventor or inventors were omitted in a 
provisional application through error without any deceptive inten- 
tion on the part of the omitted inventor or inventors, the provi- 
sional application may be amended to add the name or names of 
the omitted inventor or inventors. Amendment of the inventorship 
requires: 

(1) A request, signed by a party set forth in § 1.33(b), to correct 
the inventorship that identifies the inventor or inventors being 
added and states that the inventorship error occurred without 
deceptive intention on the part of the omitted inventor or inven- 
tors; and 

(2) The processing fee set forth in § 1.17(q). 

(e) Provisional application - deleting the name or names of the 


inventor or inventors in a provisional application through error 
without any deceptive intention on the part of such person or 
persons, an amendment may be filed in the provisional application 
deleting the name or names of the person or persons who were 
erroneously named. Amendment of the inventorship requires: 

(1) A request to correct the inventorship that sets forth the 
desired inventorship change; 

(2) A statement by the person or persons whose name or names 
are being deleted that the inventorship error occurred without 
deceptive intention on the part of such person or persons; 

(3) The processing fee set forth in § 1.17(q); and 

(4) If an assignment has been executed by any of the original 
named inventors, the written consent of the assignee (see § 3.73(b) 
of this chapter). 

(f)(1) Nonprovisional application - filing executed oath/decla- 
ration corrects inventorship. If the correct inventor or inventors are 
not named on filing a nonprovisional application under § 1.53(b) 
without an executed oath or declaration under § 1.63 by any of the 
inventors, the first submission of an executed oath or declaration 
under § 1.63 by any of the inventors during the pendency of the 
application will act to correct the earlier identification of inven- 
torship. See §§ 1.41(a)(4) and 1.497(d) for submission of an 
executed oath or declaration to enter the national stage under 35 
U.S.C. 371 and § 1.494 or § 1.495 naming an inventive entity 
different from the inventive entity set forth in the international 
stage. 
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(2) Provisional application - filing cover sheet corrects inven- 
torship. If the correct inventor or inventors are not named on filing 
a provisional application without a cover sheet under § 1.51(c)(1), 
the later submission of a cover sheet under § 1.51(c)(1) during the 
pendency of the application will act to correct the earlier identi- 
fication of inventorship. 

(g) Additional information may be required. The Office may 
require such other information as may be deemed appropriate 
under the particular circumstances surrounding the correction of 
inventorship. 

(h) Reissue applications not covered. The provisions of this 
section do not apply to reissue applications. See §§ 1.171 and 
1.175 for correction of inventorship in a patent via a reissue 
application. 

(i) Correction of inventorship in patent or interference. See § 
1.324 for correction of inventorship in a patent, and § 1.634 for 
correction of inventorship in an interference. 


21. Section 1.51 is amended by revising paragraph (b) to read as 
follows: 


§ 1.51 General requisites of an application. 
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(b) A complete application filed under § 1.53(b) or § 1.53(d) 
comprises: 

(1) A specification as prescribed by 35 U.S.C. 112, including a 
claim or claims, see §§ 1.71 to 1.77; 

(2) An oath or declaration, see §§ 1.63 and 1.68; 

(3) Drawings, when necessary, see §§ 1.81 to 1.85; and 

(4) The prescribed filing fee, see § 1.16. 
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22. Section 1.52 is amended by revising paragraphs (a), (b), and 
(c), and adding paragraph (e) to read as follows: 


§ 1.52 Language, paper, writing, margins, compact disc speci- 
fication. 


(a) Papers that are to become a part of the permanent United 


States Patent and Trademark Office records in the file of a patent 


application or a reexamination proceeding. 

(1) All papers, other than drawings, that are to become a part of 
the permanent United States Patent and Trademark Office records 
in the file of a patent application or reexamination proceeding must 
be on sheets of paper that are the same size, and: 

(i)Flexible, strong, smooth, non-shiny, durable, and white: 

(ii) Either 21.0 cm by 29.7 cm (DIN size A4) or 21.6 cm by 27.9 
cm (8 [00ab] by 11 inches), with each sheet including a top 
margin of at least 2.0 cm (3/4 inch), a left side margin of at least 
2.5 cm (1 inch), a right side margin of at least 2.0 cm (3/4 inch), 
and a bottom margin of at least 2.0 cm (3/4 inch); 

(iii) Written on only one side in portrait orientation; 

(iv) Plainly and legibly written either by a typewriter or machine 
printer in permanent dark ink or its equivalent; and 

(v)Presented in a form having sufficient clarity and contrast 
between the paper and the writing thereon to permit the direct 
reproduction of readily legible copies in any number by use of 
photographic, electrostatic, photo-offset, and microfilming pro- 
cesses and electronic capture by use of digital imaging and optical 
character recognition. 

(2) All papers that are to become a part of the permanent records 
of the United States Patent and Trademark Office should have no 
holes in the sheets as submitted. 

(3) The provisions of this paragraph and paragraph (b) of this 
section do not apply to the pre-printed information on forms 
provided by the Office, or to the copy of the patent submitted in 
double column format as the specification in a reissue application 
or request for reexamination. 

(4) See § 1.58 for chemical and mathematical formulae and 
tables, and § 1.84 for drawings. 

(5) If papers that do not comply with paragraph (a)(1) of this 
section are submitted as part of the permanent record, other than 
the drawings, applicant, or the patent owner, or the requester in a 
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reexamination proceeding, will be notified and must provide 
substitute papers that compiy with paragraph (a)(1) of this section 
within a set time period. 

(b) The application (specification, including the claims, draw- 
ings, and oath or declaration) or reexamination proceeding and any 
amendments or corrections to the application or reexamination 
proceeding. 

(1) The application or proceeding and any amendments or 
corrections to the application (including any translation submitted 
pursuant to paragraph (d) of this section) or proceeding, except as 
provided for in § 1.69 and paragraph (d) of this section, must: 

(i) Comply with the requirements of paragraph (a) of this 
section; and 

(ii) Be in the English language or be accompanied by a 
translation of the application and a translation of any corrections or 
amendments into the English language together with a statement 
that the translation is accurate. 

(2) The specification (including the abstract and claims) for 
other than reissue applications and reexamination proceedings, and 
any amendments for applications (including reissue applications) 
and reexamination proceedings to the specification, except as 
provided for in §§ 1.821 through 1.825, must have: 

(i) Lines that are 1[00ab] or double spaced; 

(ii) Text written in a nonscript type font (e.g., Arial, Times 
Roman, or Courier) lettering style having capital letters which are 
at least 0.21 cm (0.08 inch) high; and 

(iii) Only a single column of text. 

(3) The claim or claims must commence on a separate sheet (§ 
1.75(h)). 

(4) The abstract must commence on a separate sheet or be 
submitted as the first page of the patent in a reissue application or 
reexamination proceeding (§ 1.72(b)). 

(5) Other than in a reissue application or reexamination pro- 
ceeding, the pages of the specification including claims and 
abstract must be numbered consecutively, starting with 1, the 
numbers being centrally located above or preferably, below, the 
text. 

(6) Other than in a reissue application or reexamination pro- 
ceeding, the paragraphs of the specification, other than in the 
claims or abstract, may be numbered at the time the application is 
filed, and should be individually and consecutively numbered 
using Arabic numerals, so as to unambiguously identify each 
paragraph. The number should consist of at least four numerals 
enclosed in square brackets, including leading zeros (e.g., 
(0001}).The numbers and enclosing brackets should appear to the 
right of the left margin as the first item in each paragraph, before 
the first word of the paragraph, and should be highlighted in bold. 
A gap, equivalent to approximately four spaces, should follow the 
number. Nontext elements (e.g., tables, mathematical or chemical 
formulae, chemical structures, and sequence data) are considered 
part of the numbered paragraph around or above the elements, and 
should not be independently numbered. If a nontext element 
extends to the left margin, it should not be numbered as a separate 
and independent paragraph. A list is also treated as part of the 
paragraph around or above the list, and should not be indepen- 
dently numbered. Paragraph or section headers (titles), whether 
abutting the left margin or centered on the page, are not considered 
paragraphs and should not be numbered. 

(7) If papers that do not comply with paragraphs (b)(1) through 
(b)(5) of this sectionare submitted as part of the application, 
applicant, or patent owner, or requester in a reexamination 
proceeding, will be notified and the applicant, patent owner or 
requester in a reexamination proceeding must provide substitute 
papers that comply with paragraphs (b)(1) through (b)(5) of this 
section within a set time period. 

(c)1) Any interlineation, erasure, cancellation or other alter- 
ation of the application papers filed must be made before the 
signing of any accompanying oath or declaration pursuant to § 
1.63 referring to those application papers and should be dated and 
initialed or signed by the applicant on the same sheet of paper. 
Application papers containing alterations made after the signing of 
an oath or declaration referring to those application papers must be 
supported by a supplemental oath or declaration under § 1.67. In 
either situation, a substitute specification (§ 1.125) is required if 
the application papers do not comply with paragraphs (a) and (b) 
of this section. 
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(2) After the signing of the oath or declaration referring to the 
application papers, amendments may only be made in the manner 
provided by § 1.121. 

(3) Notwithstanding the provisions of this paragraph, if an oath 
or declaration is a copy of the oath or declaration from a prior 
application, the application for which such copy is submitted may 
contain alterations that do not introduce matter that would have 
been new matter in the prior application. 


(e) Electronic documents that are to become part of the 
permanent United States Patent and Trademark Office records in 
the file of a patent application or reexamination proceeding. 

(1) The following documents may be submitted to the Office on 
a compact disc in compliance with this paragraph: 

(i)A computer program listing (see § 1.96); 

(ii) A “Sequence Listing” (submitted under § 1.821(c)); or 

(iti) A table (see § 1.58) that has more than 50 pages of text. 

(2) A compact disc as used in this part means a Compact 
Disc-Read Only Memory (CD-ROM) or a Compact Disc-Record- 
able (CD-R) in compliance with this paragraph. A CD-ROM is a 
“read-only” medium on which the data is pressed into the disc so 
that it cannot be changed or erased. A CD-R is a “write once” 
medium on which once the data is recorded, it is permanent and 
cannot be changed or erased. 

(3)(i) Each compact disc must conform to the International 
Standards Organization (ISO) 9660 standard, and the contents of 
each compact disc must be in compliance with the American 
Standard Code for Information Interchange (ASCII). 

(ii) Each compact disc must be enclosed in a hard compact disc 
case within an unsealed padded and protective mailing envelope 
and accompanied by a transmittal letter on paper in accordance 
with paragraph (a) of this section. The transmittal letter must list 
for each compact disc the machine format (e.g., IBM-PC, Macin- 
tosh), the operating system compatibility (e.g., MS-DOS, MS- 
Windows, Macintosh, Unix), a list of files contained on the 
compact disc including their names, sizes in bytes, and dates of 
creation, plus any other special information that is necessary to 
identify, maintain, and interpret the information on the compact 
disc. Compact discs submitted to the Office will not be returned to 
the applicant. 

(4) Any compact cisc must be submitted in duplicate unless it 
contains only the “Sequence Listing” in computer readable form 
required by § 1.821(e). The compact disc and duplicate copy must 
be labeled “Copy 1” and “Copy 2,” respectively. The transmittal 
letter which accompanies the compact disc must include a state- 
ment that the two compact discs are identical. In the event that the 
two compact discs are not identical, the Office will use the 
compact disc labeled “Copy 1” for further processing. Any 
amendment to the information on a compact disc must be by way 
of a replacement compact disc in compliance with this paragraph 
containing the substitute information, and must be accompanied by 
a statement that the replacement compact disc contains no new 
matter.The compact disc and copy must be labeled “COPY 1 
REPLACEMENT MM/DD/YYYY” (with the month, day and 
year of creation indicated), and “COPY 2 REPLACEMENT 
MM/DD/YYYY,” respectively. 

(5) The specification must contain an incorporation-by-refer- 
ence of the material on the compact disc in a separate paragraph (§ 
1.77(b)(4)), identifying each compact disc by the names of the files 
contained on each of the compact discs, their date of creation and 
their sizes in bytes. The Office may require applicant to amend the 
specification to include in the paper portion any part of the 
specification previously submitted on compact disc. 

(6) A compact disc must also be labeled with the following 
information: 

(i)The name of each inventor (if known); 

(ii) Title of the invention; 

(iii) The docket number, or application number if known, used 
by the person filing the application to identify the application; and 

(iv) A creation date of the compact disc. 

(v) If multiple compact discs are submitted, the label shall 
indicate their order (e.g. “1 of X”). 

(vi) An indication that the disk is “Copy 1” or “Copy 2” of the 
submission. See paragraph (b)(4) of this section. 
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(7) If a file is unreadable on both copies of the disc, the 
unreadable file will be treated as not having been submitted. A file 
is unreadable if, for example, it is of a format that does not comply 
with the requirements of paragraph (e)(3) of this section, it is 
corrupted by a computer virus, or it is written onto a defective 
compact disc. 


23. Section 1.53 is amended by revising paragraphs (c)(1), (c)(2), 
(d)(4), (e)(2), (f) and (g) and adding paragraph (d)(10) to read as 
follows: 


§ 1.53 Application number, filing date, and completion of 
application. 
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(1) A provisional application must also include the cover sheet 
required by § 1.51(c)(1), which may be an application data sheet 
(§ 1.76), or a cover letter identifying the application as a 
provisional application. Otherwise, the application will be treated 
as an application filed under paragraph (b) of this section. 

(2) An application for patent filed under paragraph (b) of this 
section may be converted to a provisional application and be 
accorded the original filing date of the application filed under 
paragraph (b) of this section. The grant of such a request for 
conversion will not entitle applicant to a refund of the fees that 
were properly paid in the application filed under paragraph (b) of 
this section. Such a request for conversion must be accompanied 
by the processing fee set forth in § 1.17(q) and be filed prior to the 
earliest of: 

(i)Abandonment of the application filed under paragraph (b) of 
this section; 

(ii) Payment of the issue fee on the application filed under 
paragraph (b) of this section; 

(iii) Expiration of twelve months after the filing date of the 
application filed under paragraph (b) of this section; or 

(iv) The filing of a request for a statutory invention registration 
under § 1.293 in the application filed under paragraph (b) of this 
section. 


(d) * * * 


(4) An application filed under this paragraph may be filed by 
fewer than all the inventors named in the prior application, 
provided that the request for an application under this paragraph 
when filed is accompanied by a statement requesting deletion of 
the name or names of the person or persons who are not inventors 
of the invention being claimed in the new application. No person 
may be named as an inventor in an application filed under this 
paragraph who was not named as an inventor in the prior 
application on the date the application under this paragraph was 
filed, except by way of correction of inventorship under § 1.48. 
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(10) See § 1.103(b) for requesting a limited suspension of action 
in an application filed under this paragraph. 


(e) * * * 


(2) Any request for review of a notification pursuant to 
paragraph (e)(1) of this section, or a notification that the original 
application papers lack a portion of the specification or drawing(s), 
must be by way of a petition pursuant to this paragraph accom- 
panied by the fee set forth in § 1.17(h). In the absence of a timely 
(§ 1.181(f)) petition pursuant to this paragraph, the filing date of an 
application in which the applicant was notified of a filing error 
pursuant to paragraph (e)(1) of this section will be the date the 
filing error is corrected. 
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(f) Completion of application subsequent to filing - Nonprovi- 
sional (including continued prosecution or reissue) application. 

(1) If an application which has been accorded a filing date 
pursuant to paragraph (b) or (d) of this section does not include the 
basic filing fee, or if an application which has been accorded a 
filing date pursuant to paragraph (b) of this section does not 
include an oath or declaration by the applicant pursuant to § 1.63, 
§ 1.162 or § 1.175, and applicant has provided a correspondence 
address (§ 1.33(a)), applicant will be notified and given a period of 
time within which to pay the filing fee, file an oath or declaration 
in an application under paragraph (b) of this section, and pay the 
surcharge required by § 1.16(e) to avoid abandonment. 

(2) If an application which has been accorded a filing date 
pursuant to paragraph (b) of this section does not include the basic 
filing fee or an oath or declaration by the applicant pursuant to §§ 
1.63, 1.162 or § 1.175, and applicant has not provided a corre- 
spondence address (§ 1.33(a)), applicant has two months from the 
filing date of the application within which to pay the basic filing 
fee, file an oath or declaration, and pay the surcharge required by 
§ 1.16(e) to avoid abandonment. 

(3) This paragraph applies to continuation or divisional appli- 
cations under paragraphs (b) or (d) of this section and to 
continuation-in-part applications under paragraph (b) of this sec- 
tion. 

(4) See § 1.63(d) concerning the submission of a copy of the 
oath or declaration from the prior application for a continuation or 
divisional application under paragraph (b) of this section. 

(5) If applicant does not pay one of the basic filing or the 
processing and retention fees (§ 1.21(1)) during the pendency of 
the application, the Office may dispose of the application. 

(g) Completion of application subsequent to filing - provisional 
application. 

(1) If a provisional application which has been accorded a filing 
date pursuant to paragraph (c) of this section does not include the 
cover sheet required by § 1.51(c)(1) or the basic filing fee (§ 
1.16(k)), and applicant has provided a correspondence address (§ 
1.33(a)), applicant will be notified and given a period of time 
within which to pay the basic filing fee, file a cover sheet (§ 
1.51(c)(1)), and pay the surcharge required by § 1.16(1) to avoid 
abandonment. 

(2) If a provisional application which has been accorded a filing 
date pursuant to paragraph (c) of this section does not include the 
cover sheet required by § 1.51(c)(1) or the basic filing fee (§ 
1.16(k)), and applicant has not provided a correspondence address 
(§ 1.33(a)), applicant has two months from the filing date of the 
application within which to pay the basic filing fee, file a cover 
sheet (§ 1.51(c)(1)), and pay the surcharge required by § 1.16(1) to 
avoid abandonment. 

(3) If applicant does not pay the basic filing fee during the 
pendency of the application, the Office may dispose of the 
application. 
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24. Section 1.55 is amended by revising paragraph (a) to read as 
follows: 


§ 1.55 Claim for foreign priority. 


(a) An applicant in a nonprovisional application may claim the 
benefit of the filing date of one or more prior foreign applications 
under the conditions specified in 35 U.S.C. 119(a) through (d), 
172, and 365(a) and (b). 

(1) The claim for priority must identify the foreign application 
for which priority is claimed, as well as any foreign application for 
the same subject having a filing date before that of the application 
for which priority is claimed, by specifying the application 
number, country (or intergovernmental organization), day, month, 
and year of its filing. 

(2)(i) In an application filed under 35 U.S.C. 111(a), the claim 
for priority and the certified copy of the foreign application 
specified in 35 U.S.C. 119(b) must be filed before the patent is 
granted. 

(ii) In an application that entered the national stage from an 
international application after compliance with 35 U.S.C. 371, the 
claim for priority must be made within the time limit set forth in 
the PCT and the Regulations under the PCT. If the certified copy 
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of the foreign application has not been filed in accordance with the 
PCT and the Regulations under the PCT, it must be filed before the 
patent is granted. 

(iii) When the application becomes involved in an interference 
(§ 1.630), when necessary to overcome the date of a reference 
relied upon by the examiner, or when deemed necessary by the 
examiner, the Office may require that the claim for priority and the 
certified copy of the foreign application be filed earlier than 
provided in paragraph (a)(2)(i) or (a)(2)(ii) of this section. 

(iv) If the claim for priority or the certified copy of the foreign 
application is filed after the date the issue fee is paid but before the 
patent is granted (published), it must be accompanied by the 
processing fee set forth in § 1.17(i). While the priority claim or 
certified copy filed at such time will be placed in the file record, 
neither will be reviewed and the patent when published will not 
include the priority claim. In such instances, patentee may request 
a certificate of correction under 35 U.S.C. 255 and § 1.323, anda 
determination of entitlement for priority will be made after the 
patent is granted. 

(3) An English-language translation of a non-English-language 
foreign application is not required except when the application is 
involved in an interference (§ 1.630), when necessary to overcome 
the date of a reference relied upon by the examiner, or when 
specifically required by the examiner. If an English-language 
translation is required, it must be filed together with a statement 
that the translation of the certified copy is accurate. 
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25. Section 1.56 is amended by adding a new paragraph (e) to read 
as follows: 


§ 1.56 Duty to disclose information material to patentability. 
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(e) In any continuation-in-part application, the duty under this 
section includes the duty to disclose to the Office all information 
known to the person to be material to patentability, as defined in 
paragraph (b) of this section, which became available between the 
filing date of the prior application and the national or PCT 
international filing date of the continuation-in-part application. 


26. Section 1.58 is amended by adding paragraph (b) to read as 
follows: 


§ 1.58 Chemical and mathematical formulae and tables. 


(b) Tables that are submitted in electronic form (§§ 1.96(c) and 
1.821(c)) must maintain the spatial relationships (e.g., columns 
and rows) of the table elements and preserve the information they 
convey. Chemical and mathematical formulae must be encoded to 
maintain the proper positioning of their characters when displayed 
in order to preserve their intended meaning. 
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27. Section 1.59 is amended by revising paragraph (b) to read as 
follows: 


§ 1.59 Expungement of information or copy of papers in 
application file. 
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(b) An applicant may request that the Office expunge and return 
information, other than what is excluded by paragraph (a)(2) of 
this section, by filing a petition under this paragraph. Any petition 
to expunge and return information from an application must 
include the fee set forth in § 1.17(h) and establish to the 
satisfaction of the Commissioner that the return of the information 
is appropriate. 
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28. Section 1.63 is amended by revising paragraphs (a), (b), (c), 
and (e) to read as follows: 


§ 1.63 Oath or declaration. 


(a) An oath or declaration filed under § 1.51(b)(2) as a part of a 
nonprovisional application must: 

(1) Be executed, i.e., signed, in accordance with either § 1.66 or 
§ 1.68. There is no minimum age for a person to be qualified to 
sign, but the person must be competent to sign, i.e., understand the 
document that the person is signing; 

(2) Identify each inventor by full name, including the family 
name, and at least one given name without abbreviation together 
with any other given name or initial; 

(3) Identify the country of citizenship of each inventor; and 

(4) State that the person making the oath or declaration believes 
the named inventor or inventors to be the original and first inventor 
or inventors of the subject matter which is claimed and for which 
a patent is sought 

(b) In addition to meeting the requirements of paragraph (a) of 
this section, the oath or declaration must also: 

(1) Identify the application to which it is directed; 

(2) State that the person making the oath or declaration has 
reviewed and understands the contents of the application, includ- 
ing the claims, as amended by any amendment specifically referred 
to in the oath or declaration; and 

(3) State that the person making the oath or declaration 
acknowledges the duty to disclose to the Office all information 
known to the person to be material to patentability as defined in § 
1.56. 

(c) Unless such information is supplied on an application data 
sheet in accordance with § 1.76, the oath or declaration must also 
identify: 

(1) The mailing address, and the residence if an inventor lives at 
a location which is different from where the inventor customarily 
receives mail, of each inventor; and 

(2) Any foreign application for patent (or inventor’s certificate) 
for which a claim for priority is made pursuant to § 1.55, and any 
foreign application having a filing date before that of the applica- 
tion on which priority is claimed, by specifying the application 
number, country, day, month, and year of its filing. 


(e) A newly executed oath or declaration must be filed in any 
continuation-in-part application, which application may name all, 
more, or fewer than all of the inventors named in the prior 
application. 


29. Section 1.64 is revised to read as follows: 
§ 1.64 Person making oath or declaration. 


(a) The oath or declaration (§ 1.63), including any supplemental 
oath or declaration (§ 1.67), must be made by all of the actual 
inventors except as provided for in §§ 1.42, 1.43, 1.47, or § 1.67. 

(b) If the person making the oath or declaration or any 
supplemental oath or declaration is not the inventor (§§ 1.42, 1.43, 
1.47, or § 1.67), the oath or declaration shall state the relationship 
of the person to the inventor, and, upon information and belief, the 
facts which the inventor is required to state. If the person signing 
the oath or declaration is the legal representative of a deceased 
inventor, the oath or declaration shall also state that the person is 
a legal representative and the citizenship, residence, and mailing 
address of the legal representative. 


30. Section 1.67 is amended by revising paragraph (a) and 
removing and reserving paragraph (c) to read as follows: 


§ 1.67 Supplemental oath or declaration. 


(a) The Office may require, or inventors and applicants may 
submit, a supplemental oath or declaration meeting the require- 
ments of § 1.63 or § 1.162 to correct any deficiencies or 
inaccuracies present in the earlier filed oath or declaration. 
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(1) Deficiencies or inaccuracies relating to all the inventors or 
applicants (§§ 1.42, 1.43, or § 1.47) may be corrected with a 
supplemental oath or declaration signed by all the inventors or 
applicants. 

(2) Deficiencies or inaccuracies relating to fewer than all of the 
inventor(s) or applicant(s) (§§ 1.42, 1.43 or § 1.47) may be 
corrected with a supplemental oath or declaration identifying the 
entire inventive entity but signed only by the inventor(s) or 
applicant(s) to whom the error or deficiency relates. 

(3) Deficiencies or inaccuracies due to the failure to meet the 
requirements of § 1.63(c) (e.g., to correct the omission of a mailing 
address of an inventor) in an oath or declaration may be corrected 
with an application data sheet in accordance with § 1.76. 

(4) Submission of a supplemental oath or declaration or an 
application data sheet (§ 1.76), as opposed to who must sign the 
supplemental oath or declaration or an application data sheet, is 
governed by § 1.33(a)(2) and paragraph (b) of this section. 
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31. Section 1.72 is revised to read as follows: 
§ 1.72 Title and abstract. 


(a) Unless the title is supplied in an application data sheet (§ 
1.76), the title of the invention, which should be as short and 
specific as possible, should appear as a heading on the first page of 
the specification. 

(b) A brief abstract of the technical disclosure in the specifica- 
tion must commence on a separate sheet, preferably following the 
claims, under the heading “Abstract” or “Abstract of the Disclo- 
sure.” The abstract in an application filed under 35 U.S.C. 111 may 
not exceed 150 words in length. The purpose of the abstract is to 
enable the United States Patent and Trademark Office and the 
public generally to determine quickly from a cursory inspection 
the nature and gist of the technical disclosure. The abstract will not 
be used for interpreting the scope of the claims. 


32. A new § 1.76 is added to read as follows: 
§ 1.76 Application data sheet. 


(a) Application data sheet. An application data sheet is a sheet 
or sheets, that may be voluntarily submitted in either provisional or 
nonprovisional applications, which contains bibliographic data, 
arranged in a format specified by the Office. If an application data 
sheet is provided, the application data sheet is part of the 
provisional or nonprovisional application for which it has been 
submitted. 

(b) Bibliographic data. Bibliographic data as used in paragraph 
(a) of this section includes: 

(1) Applicant information. This information includes the name, 
residence, mailing address, and citizenship of each applicant (§ 
1.41(b)). The name of each applicant must include the family 
name, and at least one given name without abbreviation together 
with any other given name or initial. If the applicant is not an 
inventor, this information also includes the applicant’s authority 
(§§ 1.42, 1.43, and 1.47) to apply for the patent on behalf of the 
inventor. 

(2) Correspondence information. This information includes the 
correspondence address, which may be indicated by reference to a 
customer number, to which correspondence is to be directed (see 
§ 1.33(a)). 

(3) Application information. This information includes the title 
of the invention, a suggested classification, by class and subclass, 
the Technology Center to which the subject matter of the invention 
is assigned, the total number of drawing sheets, a suggested 
drawing figure for publication (in a nonprovisional application), 
any docket number assigned to the application, the type of 
application (e.g., utility, plant, design, reissue, provisional), 
whether the application discloses any significant part of the subject 
matter of an application under a secrecy order pursuant to § 5.2 of 
this chapter (see § 5.2(c)), and, for plant applications, the Latin 
name of the genus and species of the plant claimed, as well as the 
variety denomination. The suggested classification and Technol- 
ogy Center information should be supplied for provisional appli- 
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cations whether or not claims are present. If claims are not present 
in a provisional application, the suggested classification and 
Technology Center should be based upon the disclosure. 

(4) Representative information. This information includes the 
registration number of each practitioner having a power of 
attorney or authorization of agent in the application (preferably by 
reference to a customer number). Providing this information in the 
application data sheet does not constitute a power of attorney or 
authorization of agent in the application (see § 1.34(b)). 

(5) Domestic priority information. This information includes the 
application number, the filing date, the status (including patent 
number if available), and relationship of each application for 
which a benefit is claimed under 35 U.S.C. 119(e), 120, 121, or 
365(c).Providing this information in the application data sheet 
constitutes the specific reference required by 35 U.S.C. 119(e) or 
120, and § 1.78(a)(2) or § 1.78(a)(4), and need not otherwise be 
made part of the specification. 

(6) Foreign priority information. This information includes the 
application number, country, and filing date of each foreign 
application for which priority is claimed, as well as any foreign 
application having a filing date before that of the application for 
which priority is claimed. Providing this information in the 
application data sheet constitutes the claim for priority as required 
by 35 U.S.C. 119(b) and § 1.55(a). 

(c) Supplemental application data sheets. Supplemental appli- 
cation data sheets: 

(1) May be subsequently supplied prior to payment of the issue 
fee either to correct or update information in a previously 
submitted application data sheet, or an oath or declaration under § 
1.63 or § 1.67, except that inventorship changes are governed by 
§ 1.48, correspondence changes are governed by § 1.33(a), and 
citizenship changes are governed by § 1.63 or § 1.67; and 

(2) Should identify the information that is being changed 
(added, deleted, or modified) and therefore need not contain all the 
previously submitted information that has not changed. 

(d) Inconsistencies between application data sheet and oath or 
declaration. For inconsistencies between information that is sup- 
plied by both an application data sheet under this section and by an 
oath or declaration under §§ 1.63 and 1.67: 

(1) The latest submitted information will govern notwithstand- 
ing whether supplied by an application data sheet, or by a § 1.63 
or § 1.67 oath or declaration, except as provided by paragraph 
(d)(3) of this section; 

(2) The information in the application data sheet will govern 
when the inconsistent information is supplied at the same time by 
a § 1.63 or § 1.67 oath or declaration, except as provided by 
paragraph (d)(3) of this section; 

(3) The oath or declaration under § 1.63 or 1.67 governs 
inconsistencies with the application data sheet in the naming of 
inventors (§ 1.41(a)(1)) and setting forth their citizenship (35 
U.S.C. 115); 

(4) The Office will initially capture bibliographic information 
from the application data sheet (notwithstanding whether an oath 
or declaration governs the information). Thus, the Office shall 
generally not look to an oath or declaration under § 1.63 to see if 
the bibliographic information contained therein is consistent with 
the bibliographic information captured from an application data 
sheet (whether the oath or declaration is submitted prior to or 
subsequent to the application data sheet). Captured bibliographic 
information derived from an application data sheet containing 
errors may be recaptured by a request therefor and the submission 
of a supplemental application data sheet, an oath or declaration 
under § 1.63 or § 1.67, or a letter pursuant to § 1.33(b). 


33. Section 1.77 is revised to read as follows: 
§ 1.77 Arrangement of application elements. 


(a) The elements of the application, if applicable, should appear 
in the following order: 

(1) Utility application transmittal form. 

(2) Fee transmittal form. 

(3) Application data sheet (see § 1.76). 

(4) Specification. 

(5) Drawings. 

(6) Executed oath or declaration. 

(b) The specification should include the following sections in 
order: 
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(1) Title of the invention, which may be accompanied by an 
introductory portion stating the name, citizenship, and residence of 
the applicant 

(2) Cross-reference to related applications (unless included in 
the application data sheet). 

(3) Statement regarding federally sponsored research or devel- 
opment. 

(4) Reference to a “Sequence Listing,” a table, or a computer 
program listing appendix submitted on a compact disc and an 
incorporation-by-reference of the material on the compact disc 
(see § 1.52(e)(5)). The total number of compact discs including 
duplicates and the files on each compact disc shall be specified. 

(5) Background of the invention. 

(6) Brief summary of the invention. 

(7) Brief description of the several views of the drawing. 

(8) Detailed description of the invention. 

(9) A claim or claims. 

(10) Abstract of the disclosure. f 

(11) “Sequence Listing,” if on paper (see §§ 1.821 through 
1.825). 

(c) The text of the specification sections defined in paragraphs 
(b)(1) through (b)(11) of this section, if applicable, should be 
preceded by a section heading in uppercase and without underlin- 
ing or bold type. 


34. Section 1.78 is amended by revising paragraphs (a)(2), (a)(4) 
and (c) to read as follows: 


§ 1.78 Claiming benefit of earlier filing date and cross- 
references to other applications. 


(a) * * * 


(2) Except for a continued prosecution application filed under § 
1.53(d), any nonprovisional application claiming the benefit of one 
or more prior filed copending nonprovisional applications or 
international applications designating the United States of America 
must contain a reference to each such prior application, identifying 
it by application number (consisting of the series code and serial 
number) or international application number and international 
filing date and indicating the relationship of the applications. 
Unless the reference required by this paragraph is included in an 
application data sheet (§ 1.76), the specification must contain or be 
amended to contain such reference in the first sentence following 
any title. The request for a continued prosecution application under 
§ 1.53(d) is the specific reference required by 35 U.S.C. 120 to the 
prior application. The identification of an application by applica- 
tion number under this section is the specific reference required by 
35 U.S.C. 120 to every application assigned that application 
number. Cross-references to other related applications may be 
made when appropriate (see § 1.14). 
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(4) Any nonprovisional application claiming the benefit of one 
or more prior filed provisional applications must contain a refer- 
ence to each such prior provisional application, identifying it as a 
provisional application, and including the provisional application 
number (consisting of series code and serial number). Unless the 
reference required by this paragraph is included in an application 
data sheet (§ 1.76), the specification must contain or be amended 
to contain such reference in the first sentence following the title. 
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(c) If an application or a patent under reexamination and at least 
one other application naming different inventors are owned by the 
same party and contain conflicting claims, and there is no 
statement of record indicating that the claimed inventions were 
commonly owned or subject to an obligation of assignment to the 
same person at the time the later invention was made, the Office 
may require the assignee to state whether the claimed inventions 
were commonly owned or subject to an obligation of assignment 
to the same person at the time the later invention was made, and, 
if not, indicate which named inventor is the prior inventor. 


35. Section 1.84 is amended by revising paragraphs (a), (b), (c), 
(j), (k), (0), and (x), and adding paragraph (y) to read as follows: 
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§ 1.84 Standards for drawings. 


(a) Drawings. There are two acceptable categories for present- 
ing drawings in utility and design patent applications. 

(1) Black ink. Black and white drawings are normally required. 
India ink, or its equivalent that secures solid black lines, must be 
used for drawings; or 

(2) Color. On rare occasions, color drawings may be necessary 
as the only practical medium by which to disclose the subject 
matter sought to be patented in a utility or design patent applica- 
tion or the subject matter of a statutory invention registration. The 
color drawings must be of sufficient quality so that all details in the 
drawings are reproducible in black and white in the printed patent. 
Color drawings are not permitted in international applications (see 
PCT Rule 11.13). The Office will accept color drawings in utility 
and design patent applications and statutory invention registrations 
only after granting a petition filed under this paragraph which 
explains why color drawings are necessary for the understanding 
of the claimed invention. Any such petition must include the 
following: 

(i)The fee set forth in § 1.17(h); 

(ii) Three (3) sets of color drawings; and 

(iii) An indication that the specification contains or is being 
amended to contain the following language as the first paragraph 
in that portion of the brief description of the drawings: 

“The file of this patent contains at least one drawing executed in 
color. Copies of this patent with color drawing(s) will be provided 
by the Office upon request and payment of the necessary fee.” 

(b) Photographs. 

(1) Black and white. Photographs, including photocopies of 
photographs, are not ordinarily permitted in utility and design 
patent applications. The Office will accept photographs in utility 
and design patent applications, however, if photographs are the 
only practicable medium for illustrating the claimed invention. For 
example, photographs or photomicrographs of: electrophoresis 
gels, blots (e.g., immunological, western, Southern, and northern), 
autoradiographs, cell cultures (stained and unstained), histological 
tissue cross sections (stained and unstained), animals, plants, in 
vivo imaging, thin layer chromatography plates, crystalline struc- 
tures, and, in a design patent application, ornamental effects, are 
acceptable. If the subject matter of the application admits of 
illustration by a drawing, the examiner may require a drawing in 
place of the photograph.The photographs must be of sufficient 
quality so that all details in the photographs are reproducible in the 
printed patent. 

(2) Color Photographs. Color photographs will be accepted in 
utility and design patent applications if the conditions for accept- 
ing color drawings and black and white photographs have been 
satisfied. See paragraphs (a)(2) and (b)(1) of this section. 

(c) Identification of drawings. Identifying indicia, if provided, 
should include the title of the invention, inventor’s name, and 
application number, or docket number (if any) if an application 
number has not been assigned to the application. If this informa- 
tion is provided, it must be placed on the front of each sheet and 
centered within the top margin. 
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(j) Views. The drawing must contain as many views as neces- 
sary to show the invention. One of the views should be suitable for 
printing on the patent as the illustration of the invention. Views 
must not be connected by projection lines and must not contain 
center lines. 

(k) Scale. The scale to which a drawing is made must be large 
enough to show the mechanism without crowding when the 
drawing is reduced in size to two-thirds in reproduction. Indica- 
tions such as “actual size” or “scale [O0ab]” on the drawings are 
not permitted since these lose their meaning with reproduction in 
a different format. 


** ee * 
(o) Legends. Suitable descriptive legends may be used subject to 
approval by the Office, or may be required by the examiner where 


necessary for understanding of the drawing. They should contain 
as few words as possible. 
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(x) Holes. No holes should be made by applicant in the drawing 
sheets. 

(y) Types of Drawings. See § 1.152 for design drawings, § 1.165 
for plant drawings, and § 1.174 for reissue drawings. 


36. Section 1.85 is revised to read as follows: 
§1.85 Corrections to drawings. 


(a) If a drawing meets the requirements of §§ 1.84(d), (e), and 
(f) and is suitable for reproduction, but is not otherwise in 
compliance with § 1.84, the drawing may be admitted for 
examination. 

(b) The Office will not release drawings for purposes of 
correction. If corrections are necessary, new corrected drawings 
must be submitted within the time set by the Office. 

(c) If a corrected drawing is required or if a drawing does not 
comply with 1.84 at the time an application is allowed, the Office 
may notify the applicant and set a three month period of time from 
the mail date of the notice of allowability within which the 
applicant must file a corrected or formal drawing in compliance 
with § 1.84 to avoid abandonment.This time period is not 
extendable under § 1.136(a) or § 1.136(b). 


37. Section 1.91 is amended by revising paragraph (a)(3)(i) to read 
as follows: 


§ 1.91 Models or exhibits not generally admitted as part of 
application or patent. 


(a) ** * 
 Saliaalites 
(i) The fee set forth in § 1.17(h); and 
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38. Section 1.96 is amended by revising paragraphs (b) and (c) to 
read as follows: 


§ 1.96 Submission of computer program listings. 
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(b) Material which will be printed in the patent: If the computer 
program listing is contained in 300 lines or fewer, with each line 
of 72 characters or fewer, it may be submitted either as drawings 
or as part of the specification. 

(1) Drawings. If the listing is submitted as drawings, it must be 
submitted in the manner and complying with the requirements for 
drawings as provided in § 1.84. At least one figure numeral is 
required on each sheet of drawing. 

(2) Specification. 

(i) If the listing is submitted as part of the specification, it must 
be submitted in accordance with the provisions of § 1.52. 

(ii) Any listing having more than 60 lines of code that is 
submitted as part of the specification must be positioned at the end 
of the description but before the claims. Any amendment must be 
made by way of submission of a substitute sheet. 

(c) As an appendix which will not be printed: Any computer 
program listing may, and any computer program listing having 
over 300 lines (up to 72 characters per line) must, be submitted on 
a compact disc in compliance with § 1.52(e). A compact disc 
containing such a computer program listing is to be referred to as 
a “computer program listing appendix.” The “computer program 
listing appendix” will not be part of the printed patent. The 
specification must include a reference to the “computer program 
listing appendix” at the location indicated in § 1.77(b)(4). 

(1) Multiple computer program listings for a single application 
may be placed on a single compact disc. Multiple compact discs 
may be submitted for a single application if necessary. A separate 
compact disc is required for each application containing a com- 
puter program listing that must be submitted on a “computer 
program listing appendix.” 

(2) The “computer program listing appendix” must be submitted 
on a compact disc that complies with § 1.52(e) and the following 
specifications (no other format shall be allowed): 

(i)Computer Compatibility: IBM PC/XT/AT, or compatibles, or 
Apple Macintosh; 
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(ii) Operating System Compatibility: MS-DOS, MS-Windows, 
Unix, or Macintosh; 

(iii) Line Terminator: ASCII Carriage Return plus ASCII Line 
Feed; 

(iv) Control Codes: the data must not be dependent on control 
characters or codes which are not defined in the ASCII character 
set; and 

(v) Compression: uncompressed data. 


39. Section 1.97 is amended by revising paragraphs (a) through (e) 
and (i) to read as follows: 


§ 1.97 Filing of information disclosure statement. 


(a) In order for an applicant for a patent or for a reissue of a 
patent to have an information disclosure statement in compliance 
with § 1.98 considered by the Office during the pendency of the 
application, the information disclosure statement must satisfy one 
of paragraphs (b), (c), or (d) of this section. 

(b) An information disclosure statement shall be considered by 
the Office if filed by the applicant within any one of the following 
time periods: 

(1) Within three months of the filing date of a national 
application other than a continued prosecution application under § 
1.53(d); 

(2) Within three months of the date of entry of the national stage 
as set forth in § 1.491 in an international application; 

(3) Before the mailing of a first Office action on the merits; or 

(4) Before the mailing of a first Office action after the filing of 
a request for continued examination under § 1.114. 

(c) An information disclosure statement shall be considered by 
the Office if filed after the period specified in paragraph (b) of this 
section, provided that the information disclosure statement is filed 
before the mailing date of any of a final action under § 1.113, a 
notice of allowance under § 1.311, or an action that otherwise 
closes prosecution in the application, and it is accompanied by one 
of: 

(1) The statement specified in paragraph (e) of this section; or 

(2) The fee set forth in § 1.17(p). 

(d) An information disclosure statement shall be considered by 
the Office if filed by the applicant after the period specified in 
paragraph (c) of this section, provided that the information 
disclosure statement is filed on or before payment of the issue fee 
and is accompanied by: 

(1) The statement specified in paragraph (e) of this section; and 

(2) The fee set forth in § 1.17(p). 

(e) A statement under this section must state either: 

(1) That each item of information contained in the information 
disclosure statement was first cited in any communication from a 
foreign patent office in a counterpart foreign application not more 
than three months prior to the filing of the information disclosure 
statement; or 

(2) That no item of information contained in the information 
disclosure statement was cited in a communication from a foreign 
patent office in a counterpart foreign application, and, to the 
knowledge of the person signing the certification after making 
reasonable inquiry, no item of information contained in the 
information disclosure statement was known to any individual 
designated in § 1.56(c) more than three months prior to the filing 
of the information disclosure statement. 
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(i) If an information disclosure statement does not comply with 
either this section or § 1.98, it will be placed in the file but will not 
be considered by the Office. 


40. Section 1.98 is revised to read as follows: 
§ 1.98 Content of information disclosure statement. 


(a) Any information disclosure statement filed under § 1.97 shall 
include: 

(1) A list of all patents, publications, applications, or other 
information submitted for consideration by the Office; 

(2) A legible copy of: 

(i) Each U.S. and foreign patent; 

(ii) Each publication, or that portion which caused it to be listed; 
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(iii) For each cited pending U.S. application, the application 
specification including the claims, and any drawing of the appli- 
cation, or that portion of the application which caused it to be 
listed including any claims directed to that portion; and 

(iv) All other information, or that portion which caused it to be 
listed; and 

(3)\(i) A concise explanation of the relevance, as it is presently 
understood by the individual designated in § 1.56(c) most knowl- 
edgeable about the content of the information, of each patent, 
publication, or other information listed that is not in the English 
language. The concise explanation may be either separate from 
applicant’s specification or incorporated therein. 

(ii) A copy of the translation if a written English-language 
translation of a non-English-language document, or portion 
thereof, is within the possession, custody, or control of, or is 
readily available to any individual designated in § 1.56(c). 

(b)(1) Each U.S. patent listed in an information disclosure 
statement must be identified by inventor, patent number, and issue 
date. 

(2) Each listed U.S. application must be identified by the 
inventor, application number, and filing date. 

(3) Each listed foreign patent or published foreign patent 
application must be identified by the country or patent office which 
issued the patent or published the application, an appropriate 
document number, and the publication date indicated on the patent 
or published application. 

(4) Each listed publication must be identified by publisher, 
author (if any), title, relevant pages of the publication, date, and 
place of publication. 

(c) When the disclosures of two or more patents or publications 
listed in an information disclosure statement are substantively 
cumulative, a copy of one of the patents or publications may be 
submitted without copies of the other patents or publications, 
provided that it is stated that these other patents or publications are 
cumulative 

(d) A copy of any patent, publication, pending U.S. application 
or other information, as specified in paragraph (a) of this section, 
listed in an information disclosure statement is required to be 
provided, even if the patent, publication, pending U.S. application 
or other information was previously submitted to, or cited by, the 
Office in an earlier application, unless: 

(1) The earlier application is properly identified in the informa- 
tion disclosure statement and is relied on for an earlier effective 
filing date under 35 U.S.C. 120; and 

(2) The information disclosure statement submitted in the earlier 
application complies with paragraphs (a) through (c) of this 
section. 


41. Section 1.102 is amended by revising paragraph (d) to read as 
follows: 


§ 1.102 Advancement of examination. 


(d) A petition to make an application special on grounds other 
than those referred to in paragraph (c) of this section must be 
accompanied by the fee set forth in § 1.17(h). 


42. Section 1.104 is amended by revising paragraph (a)(2) and (e) 
to read as follows: 


§ 1.104 Nature of examination. 


(a1) * * * 


(2) The applicant, or in the case of a reexamination proceeding, 
both the patent owner and the requester, will be notified of the 
examiner's action. The reasons for any adverse action or any 
objection or requirement will be stated in an Office action and such 
information or references will be given as may be useful in aiding 
the applicant, or in the case of a reexamination proceeding the 
patent owner, to judge the propriety of continuing the prosecution. 
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(e) Reasons for allowance. If the examiner believes that the 
record of the prosecution as a whole does not make clear his or her 
reasons for allowing a claim or claims, the examiner may set forth 
such reasoning. The reasons shall be incorporated into an Office 
action rejecting other claims of the application or patent under 
reexamination or be the subject of a separate communication to the 
applicant or patent owner. The applicant or patent owner may file 
a statement commenting on the reasons for allowance within such 
time as may be specified by the examiner. Failure by the examiner 
to respond to any statement commenting on reasons for allowance 
does not give rise to any implication. 


43. A new § 1.105 is added to read as follows: 
§ 1.105 Requirements for information. 


(a)(1) In the course of examining or treating a matter in a 
pending or abandoned application filed under 35 U.S.C. 111 or 371 
(including a reissue application), in a patent, or in a reexamination 
proceeding, the examiner or other Office employee may require the 
submission, from individuals identified under § 1.56(c), or any 
assignee, of such information as may be reasonably necessary to 
properly examine or treat the matter, for example: 

(i) Commercial Databases: The existence of any particularly 
relevant commercial database known to any of the inventors that 
could be searched for a particular aspect of the invention. 

(ii) Search: Whether a search of the prior art was made, and if 
so, what was searched. 

(iii) Related Information: A copy of any non-patent literature, 
published application, or patent (U.S. or foreign), by any of the 
inventors, that relates to the claimed invention. 

(iv) Information Used to Draft Application: A copy of any 
non-patent literature, published application, or patent (U.S. or 
foreign) that was used to draft the application. 

(v) Information Used in Invention Process: A copy of any 
non-patent literature, published application, or patent (U.S. or 
foreign) that was used in the invention process, such as by 
designing around or providing a solution to accomplish an 
invention result. 

(vi) Improvements: Where the claimed invention is an improve- 
ment, identification of what is being improved. 

(vii) In Use: Identification of any use of the claimed invention 
known to any of the inventors at the time the application was filed 
notwithstanding the date of the use. 

(2) Where an assignee has asserted its right to prosecute 
pursuant to§ 3.71(a) of this chapter, matters such as paragraphs 
(a)(1)(i), (iti), and (vii) of this section may also be applied to such 
assignee. 

(3) Any reply that states that the information required to be 
submitted is unknown and/or is not readily available to the party or 
parties from which it was requested will be accepted as a complete 
reply. 

(b) The requirement for information of paragraph (a)(1) of this 
section may be included in an Office action, or sent separately. 

(c) A reply, or a failure to reply, to a requirement for information 
under this section will be governed by §§ 1.135 and 1.136. 


44. Section 1.111 is amended by revising the heading and 
paragraphs (a) and (c) to read as follows: 


§ 1.111 Reply by applicant or patent owner to a non-final Office 
action. 


(a)(1) If the Office action after the first examination (§ 1.104) is 
adverse in any respect, the applicant or patent owner, if he or she 
persists in his or her application for a patent or reexamination 
proceeding, must reply and request reconsideration or further 
examination, with or without amendment. See §§ 1.135 and 1.136 
for time for reply to avoid abandonment. 

(2) A second (or subsequent) supplemental reply will be entered 
unless disapproved by the Commissioner. A second (or subse- 
quent) supplemental reply may be disapproved if the second (or 
subsequent) supplemental reply unduly interferes with an Office 
action being prepared in response to the previous reply. Factors 
that will be considered in disapproving a second (or subsequent) 
supplemental reply include: 
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(i) The state of preparation of an Office action responsive to the 
previous reply as of the date of receipt (§ 1.6) of the second (or 
subsequent) supplemental reply by the Office; and 

(ii) The nature of any changes to the specification or claims that 
would result from entry of the second (or subsequent) supplemen- 
tal reply. 
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(c) In amending in reply to a rejection of claims in an 
application or patent under reexamination, the applicant or patent 
owner must clearly point out the patentable novelty which he or 
she thinks the claims present in view of the state of the art 
disclosed by the references cited or the objections made. The 
applicant or patent owner must also show how the amendments 
avoid such references or objections. 


45. Section 1.112 is revised to read as follows: 
§ 1.112 Reconsideration before final action. 


After reply by applicant or patent owner (§ 1.111) to a non-final 
action, the application or patent under reexamination will be 
reconsidered and again examined. The applicant or patent owner 
will be notified if claims are rejected, or objections or requirements 
made, in the same manner as after the first examination (§ 1.104). 
Applicant or patent owner may reply to such Office action in the 
same manner provided in § 1.111, with or without amendment, 
unless such Office action indicates that it is made final (§ 1.113) or 
an appeal (§ 1.191) has been taken (§ 1.116). 


46.A new § 1.115 is added to read as follows: 
§ 1.115 Preliminary amendments. 


(a) A preliminary amendment is an amendment that is received 
in the Office (§ 1.6) on or before the mail date of the first Office 
action under § 1.104. 

(b)(1) A preliminary amendment will be entered unless disap- 
proved by the Commissioner. A preliminary amendment may be 
disapproved if the preliminary amendment unduly interferes with 
the preparation of a first Office action in an application.Factors that 
will be considered in disapproving a preliminary amendment 
include: 

(i) The state of preparation of a first Office action as of the date 
of receipt (§ 1.6) of the preliminary amendment by the Office; and 

(ii) The nature of any changes to the specification or claims that 
would result from entry of the preliminary amendment. 

(2) A preliminary amendment will not be disapproved if it is 
filed no later than: 

(i) Three months from the filing date of an application under § 
1.53(b); 

(ii) The filing date of a continued prosecution application under 
§ 1.53(d); or 

(iii) Three months from the date the national stage is entered as 
set forth in § 1.491 in an international application. 

(c) The time periods specified in paragraph (b)(2) of this section 
are not extendable. 


47. Section 1.121 is revised to read as follows: 
§ 1.121 Manner of making amendments in applications. 


(a) Amendments in applications, other than reissue applications. 
Amendments in applications, other than reissue applications, are 
made by filing a paper, in compliance with § 1.52, directing that 
specified amendments be made. 

(b) Specification other than the claims and listings provided for 
elsewhere (§§ 1.96 and 1.825). 

(1) Amendment by instruction to delete, replace, or add a 
paragraph. Amendments to the specification, other than the claims 
and listings provided for elsewhere (§§ 1.96 and 1.825), may be 
made by submitting: 

(i) An instruction, which unambiguously identifies the location, 
to delete one or more paragraphs of the specification, replace a 
deleted paragraph with one or more replacement paragraphs, or 
add one or more paragraphs; 
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(ii) Any replacement or added paragraph(s) in clean form, that 
is, without markings to indicate the changes that have been made; 
and 

(iii) Another version of any replacement paragraph(s), on one or 
more pages separate from the amendment, marked up to show all 
the changes relative to the previous version of the paragraph(s). 
The changes may be shown by brackets (for deleted matter) or 
underlining (for added matter), or by any equivalent marking 
system. A marked up version does not have to be supplied for an 
added paragraph or a deleted paragraph as it is sufficient to state 
that a particular paragraph has been added, or deleted. 

(2) Amendment by replacement section. If the sections of the 
specification contain section headings as provided in §§ 1.77(b), 
1.154(b), or § 1.163(c), amendments to the specification, other 
than the claims, may be made by submitting: 

(i) A reference to the section heading along with an instruction 
to delete that section of the specification and to replace such 
deleted section with a replacement section; 

(ii) A replacement section in clean form, that is, without 
markings to indicate the changes that have been made; and 

(iii) Another version of the replacement section, on one or more 
pages separate from the amendment, marked up to show all 
changes relative to the previous version of the section. The 
changes may be shown by brackets (for deleted matter) or 
underlining (for added matter), or by any equivalent marking 
system. 

(3) Amendment by substitute specification. The specification, 
other than the claims, may also be amended by submitting: 

(i)An instruction to replace the specification; 

(ii) A substitute specification in compliance with § 1.125(b); and 

(iii) Another version of the substitute specification, separate 
from the substitute specification, marked up to show all changes 
relative to the previous version of the specification. The changes 
may be shown by brackets (for deleted matter), or underlining (for 
added matter), or by any equivalent marking system. 

(4) Reinstatement: Deleted matter may be reinstated only by a 
subsequent amendment presenting the previously deleted matter. 

(c) Claims. 

(1) Amendment by rewriting, directions to cancel or add: 
Amendments to a claim must be made by rewriting such claim 
with all changes (e.g., additions, deletions, modifications) in- 
cluded. The rewriting of a claim (with the same number) will be 
construed as directing the cancellation of the previous version of 
that claim. A claim may also be canceled by an instruction. 

(i) A rewritten or newly added claim must be in clean form, that 
is, without markings to indicate the changes that have been made. 
A parenthetical expression should follow the claim number indi- 
cating the status of the claim as amended or newly added (e.g., 
“amended,” “twice amended,” or “new”). 

(ii) If a claim is amended by rewriting such claim with the same 
number, the amendment must be accompanied by another version 
of the rewritten claim, on one or more pages separate from the 
amendment, marked up to show all the changes relative to the 
previous version of that claim. A parenthetical expression should 
follow the claim number indicating the status of the claim, e.g., 
“amended,” “twice amended,” etc. The parenthetical expression 
“amended,” “twice amended,” etc. should be the same for both the 
clean version of the claim under paragraph (c)(1)(i) of this section 
and the marked up version under this paragraph. The changes may 
be shown by brackets (for deleted matter) or underlining (for 
added matter), or by any equivalent marking system. A marked up 
version does not have to be supplied for an added claim or a 
canceled claim as it is sufficient to state that a particular claim has 
been added, or canceled. 

(2) Aclaim canceled by amendment (deleted in its entirety) may 
be reinstated only by a subsequent amendment presenting the 
claim as a new claim with a new claim number. 

(3) A clean version of the entire set of pending claims may be 
submitted in a single amendment paper. Such a submission shall be 
construed as directing the cancellation of all previous versions of 
any pending claims. A marked up version is required only for 
claims being changed by the current amendment (see paragraph 
(c)(1)(ii) of this section). Any claim not accompanied by a marked 
up version will constitute an assertion that it has not been changed 
relative to the immediate prior version. 

(d) Drawings. Application drawings are amended in the follow- 
ing manner: Any change to the application drawings must be 
submitted on a separate paper showing the proposed changes in 
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red for approval by the examiner. Upon approval by the examiner, 
new drawings in compliance with§ 1.84 including the changes 
must be filed. 

(e) Disclosure consistency. The disclosure must be amended, 
when required by the Office, to correct inaccuracies of description 
and definition, and to secure substantial correspondence between 
the claims, the remainder of the specification, and the drawings. 

(f) No new matter. No amendment may introduce new matter 
into the disclosure of an application. 

(g) Exception for examiner’s amendments: Changes to the 
specification, including the claims, of an application made by the 
Office in an examiner’s amendment may be made by specific 
instructions to insert or delete subject matter set forth in the 
examiner’s amendment by identifying the precise point in the 
specification or the claim(s) where the insertion or deletion of this 
section is to be made. Compliance with paragraphs (b)(1), (b)(2) or 
(c)(1) of this section is not required. 

(h) Amendments in reissue applications. Any amendment to the 
description and claims in reissue applications must be made in 
accordance with § 1.173. 

(i) Amendments in reexamination proceedings. Any proposed 
amendment to the description and claims in patents involved in 
reexamination proceedings must be made in accordance with § 
1.530. 

(j) Amendments in provisional applications: Amendments in 
provisional applications are not normally made. If an amendment 
is made to a provisional application, however, it must comply with 
the provisions of this section. Any amendments to a provisional 
application shall be placed in the provisional application file but 
may not be entered. 


48. Section 1.125 is amended by revising paragraphs (b)(2) and (c) 
to read as follows: 


§ 1.125 Substitute specification. 
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(b) * * * 


(2) A marked up version of the substitute specification showing 
all the changes (including the matter being added to and the matter 
being deleted from) to the specification of record. Numbering the 
paragraphs of the specification of record is not considered a 
change that must be shown pursuant to this paragraph. 

(c) A substitute specification submitted under this section must 
be submitted in clean form without markings as to amended 
materia!. The paragraphs of any substitute specification, other than 
the claims, should be individually numbered in Arabic numerals so 
that any amendment to the specification may be made by replace- 
ment paragraph in accordance with § 1.121(b)(1). 


‘ee ee * 


49. Section 1.131 is amended by revising its heading and para- 
graph (a) to read as follows: 


§ 1.131 Affidavit or declaration of prior invention. 


(a) When any claim of an application or a patent under 
reexamination is rejected, the inventor of the subject matter of the 
rejected claim, the owner of the patent under reexamination, or a 
party qualified under §§ 1.42, 1.43, or 1.47 may submit an 
appropriate oath or declaration to establish invention of the subject 
matter of the rejected claim prior to the effective date of the 
reference or activity on which the rejection is based. The effective 
date of a U.S. patent is the date that such U.S. patent is effective 
as a reference under 35 U.S.C. 102(e). Prior invention may not be 
established under this section in any country other than the United 
States, a NAFTA country, or a WTO member country. Prior 
invention may not be established under this section before Decem- 
ber 8, 1993, in a NAFTA country other than the United States, or 
before January 1, 1996, in a WTO member country other than a 
NAFTA country. Prior invention may not be established under this 
section if either: 

(1) The rejection is based upon a U.S. patent to another or others 
that claims the same patentable invention as defined in § 1.601(n); 
or 

(2) The rejection is based upon a statutory bar. 
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50. Section 1.132 is revised to read as follows: 


§ 1.132 Affidavits or declarations traversing rejections or 
objections. 


When any claim of an application or a patent under reexami- 
nation is rejected or objected to, an oath or declaration may be 
submitted to traverse the rejection or objection.An oath or decla- 
ration may not be submitted under this section to traverse a 
rejection if the rejection is based upon a U.S. patent to another or 
others which claims the same patentable invention as defined in § 
1.601(n). 


51. Section 1.133 is amended by revising paragraph (a) to read as 
follows: 


§ 1.133 Interviews. 


(a)(1) Interviews with examiners concerning applications and 
other matters pending before the Office must be conducted on 
Office premises and within Office hours, as the respective exam- 
iners may designate. Interviews will not be permitted at any other 
time or place without the authority of the Commissioner. 

(2) An interview for the discussion of the patentability of a 
pending application will not occur before the first Office action, 
unless the application is a continuing or substitute application. 

(3) The examiner may require that an interview be scheduled in 
advance 
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52. Section 1.136 is amended by adding paragraph (c) to read as 
follows: 


§ 1.136 Extensions of time. 
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(c) If an applicant is notified in a “Notice of Allowability” that 
an application is otherwise in condition for allowance, the follow- 
ing time periods are not extendable if set in the “Notice of 
Allowability” or in an Office action having a mail date on or after 
the mail date of the “Notice of Allowability”: 

(1) The period for submitting an oath or declaration in compli- 
ance with § 1.63; and 

(2) The period for submitting formal drawings set under § 
1.85(c). 


53. Section 1.137 is amended by revising paragraph (c) to read as 
follows: 


§ 1.137 Revival of abandoned application or lapsed patent. 
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(c)(1) Any petition to revive pursuant to this section in a design 
application must be accompanied by a terminal disclaimer and fee 
as set forth in § 1.321 dedicating to the public a terminal part of the 
term of any patent granted thereon equivalent to the period of 
abandonment of the application. Any petition to revive pursuant to 
this section in either a utility or plant application filed before June 
8, 1995, must be accompanied by a terminal disclaimer and fee as 
set forth in § 1.321 dedicating to the public a terminal part of the 
term of any patent granted thereon equivalent to the lesser of: 

(i) The period of abandonment of the application; or 

(ii) The period extending beyond twenty years from the date on 
which the application for the patent was filed in the United States 
or, if the application contains a specific reference to an earlier filed 
application(s) under 35 U.S.C. 120, 121, or 365(c), from the date 
on which the earliest such application was filed. 

(2) Any terminal disclaimer pursuant to paragraph (c)(1) of this 
section must also apply to any patent granted on a continuing 
utility or plant application filed before June 8, 1995, or a 
continuing design application, that contains a specific reference 
under 35 U.S.C. 120, 121, or 365(c) to the application for which 
revival is sought. 
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(3) The provisions of paragraph (c)(1) of this section do not 
apply to applications for which revival is sought solely for 
purposes of copendency with a utility or plant application filed on 
or after June 8, 1995, or to lapsed patents. 
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54. Section 1.138 is revised to read as follows: 
§ 1.138 Express abandonment. 


(a) An application may be expressly abandoned by filing in the 
United States Patent and Trademark Office a written declaration of 
abandonment identifying the application.Express abandonment of 
the application may not be recognized by the Office unless it is 
actually received by appropriate officials in time to act before the 
date of issue. 

(b) A written declaration of abandonment must be signed by a 
party authorized under § 1.33(b)(1), (b)(3), or (b)(4) to sign a 
paper in the application, except as otherwise provided in this 
paragraph. A registered attorney or agent, not of record, who acts 
in a representative capacity under the provisions of § 1.34(a) when 
filing a continuing application, may expressly abandon the prior 
application as of the filing date granted to the continuing applica- 
tion. 


55. Section 1.152 is revised to read as follows: 
§ 1.152 Design drawings. 


The design must be represented by a drawing that complies with 
the requirements of § 1.84 and must contain a sufficient number of 
views to constitute a complete disclosure of the appearance of the 
design. Appropriate and adequate surface shading should be used 
to show the character or contour of the surfaces represented. Solid 
black surface shading is not permitted except when used to 
represent the color black as well as color contrast.Broken lines 
may be used to show visible environmental structure, but may not 
be used to show hidden planes and surfaces that cannot be seen 
through opaque materials. Alternate positions of a design compo- 
nent, illustrated by full and broken lines in the same view are not 
permitted in a design drawing. Photographs and ink drawings are 
not permitted to be combined as formal drawings in one applica- 
tion. Photographs submitted in lieu of ink drawings in design 
patent applications must not disclose environmental structure but 
must be limited to the design claimed for the article. 


56. Section 1.154 is revised to read as follows: 


§ 1.154 Arrangement of application elements in a design 
application. 


(a) The elements of the design application, if applicable, should 
appear in the following order: 

(1) Design application transmittal form. 

(2) Fee transmittal form. 

(3) Application data sheet (see § 1.76). 

(4) Specification. 

(5) Drawings or photographs. 

(6) Executed oath or declaration (see § 1.153(b)). 

(b) The specification should include the following sections in 
order: 

(1) Preamble, stating the name of the applicant, title of the 
design, and a brief description of the nature and intended use of the 
article in which the design is embodied. 

(2) Cross-reference to related applications (unless included in 
the application data sheet). 

(3) Statement regarding federally sponsored research or devel- 
opment. 

(4) Description of the figure or figures of the drawing. 

(5) Feature description. 

(6) A single claim. 

(c) The text of the specification sections defined in paragraph (b) 
of this section, if applicable, should be preceded by a section 
heading in uppercase letters without underlining or bold type. 


57. Section 1.155 is revised to read as follows: 
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§ 1.155 Expedited examination of design applications. 


(a) The applicant may request that the Office expedite the 
examination of a design application. To qualify for expedited 
examination: 

(1) The application must include drawings in compliance with § 
1.84; 


(2) The applicant must have conducted a preexamination search; 
and 

(3) The applicant must file a request for expedited examination 
including: 

(i) The fee set forth in § 1.17(k); and 

(ii) A statement that a preexamination search was conducted. 
The statement must also indicate the field of search and include an 
information disclosure statement in compliance with § 1.98. 

(b) The Office will not examine an application that is not in 
condition for examination (e.g., missing basic filing fee) even if 
the applicant files a request for expedited examination under this 
section. 


58. Section 1.163 is revised to read as follows: 


§ 1.163 Specification and arrangement of application elements 
in a plant application. 


(a) The specification must contain as full and complete a 
disclosure as possible of the plant and the characteristics thereof 
that distinguish the same over related known varieties, and its 
antecedents, and must particularly point out where and in what 
manner the variety of plant has been asexually reproduced. For a 
newly found plant, the specification must particularly point out the 
location and character of the area where the plant was discovered. 

(b) The elements of the plant application, if applicable, should 
appear in the following order: 

(1) Plant application transmittal form. 

(2) Fee transmittal form. 

(3) Application data sheet (see § 1.76). 

(4) Specification. 

(5) Drawings (in duplicate). 

(6) Executed oath or declaration (§ 1.162). 

(c) The specification should include the following sections in 
order: 

(1) Title of the invention, which may include an introductory 
portion stating the name, citizenship, and residence of the appli- 
cant. 

(2) Cross-reference to related applications (unless included in 
the application data sheet). 

(3) Statement regarding federally sponsored research or devel- 
opment. 

(4) Latin name of the genus and species of the plant claimed. 

(5) Variety denomination. 

(6) Background of the invention. 

(7) Brief summary of the invention. 

(8) Brief description of the drawing. 

(9) Detailed botanical description. 

(10) A single claim. 

(11) Abstract of the disclosure. 

(d) The text of the specification or sections defined in paragraph 
(c) of this section, if applicable, should be preceded by a section 
heading in upper case, without underlining or bold type. 


59. Section 1.173 is revised to read as follows: 
§ 1.173 Reissue specification, drawings, and amendments. 


(a) Contents of a reissue application. An application for reissue 
must contain the entire specification, including the claims, and the 
drawings of the patent. No new matter shall be introduced into the 
application. No reissue patent shall be granted enlarging the scope 
of the claims of the original patent unless applied for within two 
years from the grant of the original patent, pursuant to 35 U.S.C. 
251. 

(1) Specification, including claims. The entire specification, 
including the claims, of the patent for which reissue is requested 
must be furnished in the form of a copy of the printed patent, in 
double column format, each page on only one side of a single sheet 
of paper. If an amendment of the reissue application is to be 
included, it must be made pursuant to paragraph (b) of this section. 
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The formal requirements for papers making up the reissue appli- 
cation other than those set forth in this section are set out in 
1.52.Additionally, a copy of any disclaimer (§ 1.321), certificate of 
correction (§§ 1.322 through 1.324), or reexamination certificate 
(§ 1.570) issued in the patent must be included. (See also § 1.178). 

(2) Drawings. Applicant must submit a clean copy of each 
drawing sheet of the printed patent at the time the reissue 
application is filed. If such copy complies with § 1.84, no further 
drawings will be required. Where a drawing of the reissue 
application is to include any changes relative to the patent being 
reissued, the changes to the drawing must be made in accordance 
with paragraph (b)(3) of this section. The Office will not transfer 
the drawings from the patent file to the reissue application. 

(b) Making amendments in a reissue application. An amendment 
in a reissue application is made either by physically incorporating 
the changes into the specification when the application is filed, or 
by a separate amendment paper. If amendment is made by 
incorporation, markings pursuant to paragraph (d) of this section 
must be used. If amendment is made by an amendment paper, the 
paper must direct that specified changes be made. 

(1) Specification other than the claims. Changes to the specifi- 
cation, other than to the claims, must be made by submission of the 
entire text of an added or rewritten paragraph, including markings 
pursuant to paragraph (d) of this section, except that an entire 
paragraph may be deleted by a statement deleting the paragraph 
without presentation of the text of the paragraph. The precise point 
in the specification must be identified where any added or 
rewritten paragraph is located. This paragraph applies whether the 
amendment is submitted on paper or compact disc (see §§ 
1.52(e)(1) and 1.821(c), but not for discs submitted under § 
1.821(e)). 

(2) Claims. An amendment paper must include the entire text of 
each claim being changed by such amendment paper and of each 
claim being added by such amendment paper. For any claim 
changed by the amendment paper, a parenthetical expression 
“amended,” “twice amended,” etc., should follow the claim 
number. Each changed patent claim and each added claim must 
include markings pursuant to paragraph (d) of this section, except 
that a patent claim or added claim should be canceled by a 
statement canceling the claim without presentation of the text of 
the claim. 

(3) Drawings. Any change to the patent drawings must be 
submitted as a sketch on a separate paper showing the proposed 
changes in red for approval by the examiner. Upon approval by the 
examiner, new drawings in compliance with § 1.84 including the 
approved changes must be filed. Amended figures must be iden- 
tified as “Amended,” and any added figure must be identified as 
“New.” In the event that a figure is canceled, the figure must be 
surrounded by brackets and identified as “Canceled.” 

(c) Status of claims and support for claim changes. Whenever 
there is an amendment to the claims pursuant to paragraph (b) of 
this section, there must also be supplied, on pages separate from 
the pages containing the changes, the status (i.e., pending or 
canceled), as of the date of the amendment, of all patent claims and 
of all added claims, and an explanation of the support in the 
disclosure of the patent for the changes made to the claims. 

(d) Changes shown by markings. Any changes relative to the 
patent being reissued which are made to the specification, includ- 
ing the claims, upon filing, or by an amendment paper in the 
reissue application, must include the following markings: 

(1) The matter to be omitted by reissue must be enclosed in 
brackets; and 

(2) The matter to be added by reissue must be underlined, except 
for amendments submitted on compact discs (§§ 1.96 and 
1.821(c)). Matter added by reissue on compact discs must be 
preceded with “<U>” and end with “<\U>” to properly identify the 
material being added. 

(e) Numbering of patent claims preserved. Patent claims may 
not be renumbered. The numbering of any claim added in the 
reissue application must follow the number of the highest num- 
bered patent claim. 


(f) Amendment of disclosure may be required. The disclosure 
must be amended, when required by the Office, to correct 
inaccuracies of description and definition, and to secure substantial 
correspondence between the claims, the remainder of the specifi- 
cation, and the drawings. 
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(g) Amendments made relative to the patent. All amendments 
must be made relative to the patent specification, including the 
claims, and drawings, which are in effect as of the date of filing of 
the reissue application. 


60. Section 1.174 is removed and reserved. 

§ 1.174 [Reserved] 

61. Section 1.176 is revised to read as follows: 
§ 1.176 Examination of reissue. 


(a) A reissue application will be examined in the same manner 
as a non-reissue, non- provisional application, and will be subject 
to all the requirements of the rules related to non-reissue applica- 
tions. Applications for reissue will be acted on by the examiner in 
advance of other applications. 

(b) Restriction between subject matter of the original patent 
claims and previously unclaimed subject matter may be required 
(restriction involving only subject matter of the original patent 
claims will not be required). If restriction is required, the subject 
matter of the original patent claims will be held to be construc- 
tively elected unless a disclaimer of all the patent claims is filed in 
the reissue application, which disclaimer cannot be withdrawn by 
applicant. 


62. Section 1.177 is revised to read as follows: 
§ 1.177 Issuance of multiple reissue patents. 


(a) The Office may reissue a patent as multiple reissue patents. 
If applicant files more than one application for the reissue of a 
single patent, each such application must contain or be amended to 
contain in the first sentence of the specification a notice stating that 
more than one reissue application has been filed and identifying 
each of the reissue applications by relationship, application num- 
ber and filing date. The Office may correct by certificate of 
correction under § 1.322 any reissue patent resulting from an 
application to which this paragraph applies that does not contain 
the required notice. 

(b) If applicant files more than one application for the reissue of 
a single patent, each claim of the patent being reissued must be 
presented in each of the reissue applications as an amended, 
unamended, or canceled (shown in brackets) claim, with each such 
claim bearing the same number as in the patent being reissued. The 
same claim of the patent being reissued may not be presented in its 
original unamended form for examination in more than one of 
such multiple reissue applications. The numbering of any added 
claims in any of the multiple reissue applications must follow the 
number of the highest numbered original patent claim. 

(c) If any one of the several reissue applications by itself fails to 
correct an error in the original patent as required by 35 U.S.C. 251 
but is otherwise in condition for allowance, the Office may 
suspend action in the allowable application until all issues are 
resolved as to at least one of the remaining reissue applications. 
The Office may also merge two or more of the multiple reissue 
applications into a single reissue application. No reissue applica- 
tion containing only unamended patent claims and not correcting 
an error in the original patent will be passed to issue by itself. 


63. Section 1.178 is revised to read as follows: 
§ 1.178 Original patent; continuing duty of applicant. 


(a) The application for a reissue should be accompanied by 
either an offer to surrender the original patent, or the original 
patent itself, or if the original is lost or inaccessible, by a statement 
to that effect. The application may be accepted for examination in 
the absence of the original patent or the statement, but one or the 
other must be supplied before the application is allowed. If a 
reissue application is refused, the original patent, if surrendered, 
will be returned to applicant upon request. 

(b) In any reissue application before the Office, the applicant 
must cal] to the attention of the Office any prior or concurrent 
proceedings in which the patent (for which reissue is requested) is 
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or was involved, such as interferences, reissues, reexaminations, or 
litigations and the results of such proceedings (see also § 
1.173(a)(1)). 


64. Section 1.181 is amended by revising paragraph (f) to read as 
follows: 


§ 1.181 Petition to the Commissioner. 
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(f) The mere filing of a petition will not stay any period for reply 
that may be running against the application, nor act as a stay of 
other proceedings. Any petition under this part not filed within two 
months of the mailing date of the action or notice from which 
relief is requested may be dismissed as untimely, except as 
otherwise provided. This two-month period is not extendable. 
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65. Section 1.193 is amended by revising paragraph (b)(1) to read 
as follows: 


§ 1.193 Examiner’s answer and reply brief. 
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(b)(1) Appellant may file a reply brief to an examiner's answer 
or a supplemental examiner’s answer within two months from the 
date of such examiner’s answer or supplemental examiner's 
answer. See § 1.136(b) for extensions of time for filing a reply 
brief in a patent application and § 1.550(c) for extensions of time 
for filing a reply brief in a reexamination proceeding. The primary 
examiner must either acknowledge receipt and entry of the reply 
brief or withdraw the final rejection and reopen prosecution to 
respond to the reply brief. A supplemental examiner’s answer is 
not permitted, unless the application has been remanded by the 


Board of Patent Appeals and Interferences for such purpose. 
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66. Section 1.303 is amended by revising paragraph (a) to read as 
follows: 


§ 1.303 Civil action under 35 U.S.C. 145, 146, 306. 


(a) Any applicant or any owner of a patent involved in a 
reexamination proceeding dissatisfied with the decision of the 
Board of Patent Appeals and Interferences, and any party to an 
interference dissatisfied with the decision of the Board of Patent 
Appeals and Interferences may, instead of appealing to the U.S. 
Court of Appeals for the Federal Circuit (§ 1.301), have remedy by 
civil action under 35 U.S.C. 145 or 146, as appropriate.Such civil 
action must be commenced within the time specified in § 1.304. 
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67. Section 1.311 is amended by revising paragraph (b) to read as 
follows: 


§ 1.311 Notice of allowance. 
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(b) An authorization to charge the issue fee (§ 1.18) to a deposit 
account may be filed in an individual application only after the 
mailing of the notice of allowance. The submission of either of the 
following after the mailing of a notice of allowance will operate as 
a request to charge the correct issue fee to any deposit account 
identified in a previously filed authorization to charge fees: 

(1) An incorrect issue fee; or 

(2) A completed Office-provided issue fee transmittal form 
(where no issue fee has been submitted). 


68. Section 1.314 is revised to read as follows: 
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§ 1.314 Issuance of patent. 


If applicant timely pays the issue fee, the Office will issue the 
patent in regular course unless the application is withdrawn from 
issue (§ 1.313) or the Office defers issuance of the patent. To 
request that the Office defer issuance of a patent, applicant must 
file a petition under this section including the fee set forth in § 
1.17(h) and a showing of good and sufficient reasons why it is 
necessary to defer issuance of the patent. 


69. Section 1.322 is amended by revising paragraph (a) to read as 
follows: 


§ 1.322 Certificate of correction of Office mistake. 


(a)(1) The Commissioner may issue a certificate of correction 
pursuant to 35 U.S.C. 254 to correct a mistake in a patent, incurred 
through the fault of the Office, which mistake is clearly disclosed 
in the records of the Office: 

(i) At the request of the patentee or the patentee’s assignee; 

(ii) Acting sua sponte for mistakes that the Office discovers; or 

(iii) Acting on information about a mistake supplied by a third 
party. 

(2)(i)There is no obligation on the Office to act on or respond to 
a submission of information or request to issue a certificate of 
correction by a third party under paragraph (a)(1)(iii) of this 
section. 

(ii) Papers submitted by a third party under this section will not 
be made of record in the file that they relate to nor be retained by 
the Office. 

(3) If the request relates to a patent involved in an interference, 
the request must comply with the requirements of this section and 
be accompanied by a motion under § 1.635. 

(4) The Office will not issue a certificate of correction under this 
section without first notifying the patentee (including any assignee 
of record) at the correspondence address of record as specified in 
§ 1.33(a) and affording the patentee or an assignee an opportunity 
to be heard. 


eK KS 


70. Section 1.323 is revised to read as follows: 
§ 1.323 Certificate of correction of applicant’s mistake. 


The Office may issue a certificate of correction under the 
conditions specified in 35 U.S.C. 255 at the request of the patentee 
or the patentee’s assignee, upon payment of the fee set forth in § 
1.20(a). If the request relates to a patent involved in an interfer- 
ence, the request must comply with the requirements of this 
section and be accompanied by a motion under § 1.635. 


71. Section 1.324 is amended by revising its heading and para- 
graph (b)(1) and adding paragraph (c) to read as follows: 


§ 1.324 Correction of inventorship in patent, pursuant to 35 
U.S.C. 256. 


*x** &* * 

(b) * * * 

(1) Where one or more persons are being added, a statement 
from each person who is being added as an inventor that the 
inventorship error occurred without any deceptive intention on his 
or her part; 
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(c) For correction of inventorship in an application see §§ 1.48 
and 1.497, and in an interference see § 1.634. 


72. Section 1.366 is amended by revising paragraph (c) to read as 
follows: 


§ 1.366 Submission of maintenance fees. 
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(c) In submitting maintenance fees and any necessary sur- 
charges, identification of the patents for which maintenance fees 
are being paid must include the patent number, and the application 
number of the United States application for the patent on which the 
maintenance fee is being paid. If the payment includes identifica- 
tion of only the patent number (i.e., does not identify the 
application number of the United States application for the patent 
on which the maintenance fee is being paid), the Office may apply 
the payment to the patent identified by patent number in the 
payment or may return the payment. 


** ££ * * 


73. Section 1.446 is amended by revising paragraph (a) and adding 
paragraph (b) to read as follows: 


§ 1.446 Refund of international application filing and process- 
ing fees. 


(a) Money paid for international application fees, where paid by 
actual mistake or in excess, such as a payment not required by law 
or treaty and its Regulations, may be refunded. A mere change of 
purpose after the payment of a fee will not entitle a party to a 
refund of such fee. The Office will not refund amounts of 
twenty-five dollars or less unless a refund is specifically requested 
and will not notify the payor of such amounts. If the payor or party 
requesting a refund does not provide the banking information 
necessary for making refunds by electronic funds transfer, the 
Office may use the banking information provided on the payment 
instrument to make any refund by electronic funds transfer. 

(b) Any request for refund under paragraph (a) of this section 
must be filed within two years from the date the fee was paid. If the 
Office charges a deposit account by an amount other than an 
amount specifically indicated in an authorization under § 1.25(b), 
any request for refund based upon such charge must be filed within 
two years from the date of the deposit account statement indicating 
such charge and include a copy of that deposit account statement. 
The time periods set forth in this paragraph are not extendable. 
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74. Section 1.497 is amended by revising paragraph (b)(2) and 
adding paragraphs (d) and (e) to read as follows: 


§ 1.497 Oath or declaration under 35 U.S.C. 371(c)(4). 
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(b) *x** * 

(2) If the person making the oath or declaration or any 
supplemental oath or declaration is not the inventor (§§ 1.42, 1.43, 
or § 1.47), the oath or declaration shall state the relationship of the 
person to the inventor, and, upon information and belief, the facts 
which the inventor would have been required to state. If the person 
signing the oath or declaration is the legal representative of a 
deceased inventor, the oath or declaration shall also state that the 
person is a legal representative and the citizenship, residence and 
mailing address of the legal representative. 
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(d) If the oath or declaration filed pursuant to 35 U.S.C. 
371(c)(4) and this section names an inventive entity different from 
the inventive entity set forth in the international application, the 
oath or declaration must be accompanied by: 

(1) A statement from each person being added as an inventor 
and from each person being deleted as an inventor that any error 
in inventorship in the international application occurred without 
deceptive intention on his or her part; 

(2) The processing fee set forth in § 1.17(i); and 

(3) If an assignment has been executed by any of the original 
named inventors, the written consent of the assignee (see § 3.73(b) 
of this chapter). 

(e) The Office may require such other information as may be 
deemed appropriate under the particular circumstances surround- 
ing the correction of inventorship. 
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75. Section 1.510 is amended by revising paragraphs (b)(4) and (e) 
to read as follows: 


§ 1.510 Request for reexamination. 
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(b) * * * 

(4) A copy of the entire patent including the front face, 
drawings, and specification/claims (in double column format) for 
which reexamination is requested, and a copy of any disclaimer, 
certificate of correction, or reexamination certificate issued in the 
patent. All copies must have each page plainly written on only one 
side of a sheet of paper. 
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(e) A request filed by the patent owner may include a proposed 
amendment in accordance with § 1.530. 


kek KK 


76. Section 1.530 is amended by revising its heading and para- 
graph (d), and adding paragraphs (e) through (1) to read as follows: 


§ 1.530 Statement; amendment by patent owner; inventorship 
change. 
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(d) Making amendments in a reexamination proceeding. A 
proposed amendment in a reexamination proceeding is made by 
filing a paper directing that proposed specified changes be made to 
the patent specification, including the claims, or to the drawings. 
An amendment paper directing that proposed specified changes be 
made in a reexamination proceeding may be submitted as an 
accompaniment to a request filed by the patent owner in accor- 
dance with § 1.510(e), as part of a patent owner statement in 
accordance with paragraph (b) of this section, or, where permitted, 
during the prosecution of the reexamination proceeding pursuant 
to § 1.550(a). 

(1) Specification other than the claims. Changes to the specifi- 
cation, other than to the claims, must be made by submission of the 
entire text of an added or rewritten paragraph including markings 
pursuant to paragraph (f) of this section, except that an entire 
paragraph may be deleted by a statement deleting the paragraph, 
without presentation of the text of the paragraph. The precise point 
in the specification must be identified where any added or 
rewritten paragraph is located. This paragraph applies whether the 
amendment is submitted on paper or compact disc (see §§ 1.96 and 
1.825). 

(2) Claims. An amendment paper must include the entire text of 
each patent claim which is being proposed to be changed by such 
amendment paper and of each new claim being proposed to be 
added by such amendment paper. For any claim changed by the 
amendment paper, a parenthetical expression “amended,” “twice 
amended,” etc., should follow the claim number. Each patent claim 
proposed to be changed and each proposed added claim must 
include markings pursuant to paragraph (f) of this section, except 
that a patent claim or proposed added claim should be canceled by 
a statement canceling the claim, without presentation of the text of 
the claim. 

(3) Drawings. Any change to the patent drawings must be 
submitted as a sketch on a separate paper showing the proposed 
changes in red for approval by the examiner. Upon approval of the 
changes by the examiner, only new sheets of drawings including 
the changes and in compliance with§ 1.84 must be filed. Amended 
figures must be identified as “Amended,” and any added figure 
must be identified as “New.” In the event a figure is canceled, the 
figure must be surrounded by brackets and identified as “Can- 
celed.” 

(4) The formal requirements for papers making up the reexami- 
nation proceeding other than those set forth in this section are set 
out in § 1.52. 

(e) Status of claims and support for claim changes. Whenever 
there is an amendment to the claims pursuant to paragraph (d) of 
this section, there must also be supplied, on pages separate from 
the pages containing the changes, the status (i.e., pending or 
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canceled), as of the date of the amendment, of all patent claims and 
of all added claims, and an explanation of the support in the 
disclosure of the patent for the changes to the claims made by the 
amendment paper. 

(f) Changes shown by markings. Any changes relative to the 
patent being reexamined which are made to the specification, 
including the claims, must include the following markings: 

(1) The matter to be omitted by the reexamination proceeding 
must be enclosed in brackets; and 

(2) The matter to be added by the reexamination proceeding 
must be underlined. 

(g) Numbering of patent claims preserved. Patent claims may 
not be renumbered. The numbering of any claims added in the 
reexamination proceeding must follow the number of the highest 
numbered patent claim. 

(h) Amendment of disclosure may be required. The disclosure 
must be amended, when required by the Office, to correct 
inaccuracies of description and definition, and to secure substantial 
correspondence between the claims, the remainder of the specifi- 
cation, and the drawings. 

(i) Amendments made relative to patent. All amendments must 
be made relative to the patent specification, including the claims, 
and drawings, which are in effect as of the date of filing the request 
for reexamination. 

(j) No enlargement of claim scope. No amendment may enlarge 
the scope of the claims of the patent or introduce new matter. No 
amendment may be proposed for entry in an expired patent. 
Moreover, no amendment, other than the cancellation of claims, 
will be incorporated into the patent by a certificate issued after the 
expiration of the patent. 

(k) Amendments not effective until certificate. Although the 
Office actions will treat proposed amendments as though they have 
been entered, the proposed amendments will not be effective until 
the reexamination certificate is issued. 

(1) Correction of inventorship in a reexamination proceeding. 

(1) When it appears in a patent being reexamined that the correct 
inventor or inventors were not named through error without 
deceptive intention on the part of the actual inventor or inventors, 
the Commissioner may, on petition of all the parties, including the 
assignees, and satisfactory proof of the facts and payment of the 
fee set forth in § 1.20(b), or on order of a court before which such 
matter is called in question, include in the reexamination certificate 
to be issued under § 1.570 an amendment naming only the actual 
inventor or inventors. The petition must be submitted as part of the 
reexamination proceeding, and must satisfy the requirements of § 
1.324 

(2) Notwithstanding paragraph (1)(1) of this section, if a petition 
to correct inventorship satisfying the requirements of § 1.324 is 
filed in a reexamination proceeding, and the reexamination pro- 
ceeding is terminated other than by a reexamination certificate 
under § 1.570, a certificate of correction indicating the change of 
inventorship stated in the petition will be issued upon request by 
the patentee. 


77. Section 1.550 is amended by revising paragraphs (a) and (b) to 
read as follows: 


§ 1.550 Conduct of reexamination proceedings. 


(a) All reexamination proceedings, including any appeals to the 
Board of Patent Appeals and Interferences, will be conducted with 
special dispatch within the Office.After issuance of the reexami- 
nation order and expiration of the time for submitting any 
responses thereto, the examination will be conducted in accor- 
dance with §§ 1.104, 1.105, 1.110 through 1.113, 1.115, and 1.116 
and will result in the issuance of a reexamination certificate under 
§ 1.570. 

(b) The patent owner will be given at least thirty days to respond 
to any Office action.In response to any rejection, such response 
may include further statements and/or proposed amendments or 
new claims to place the patent in a condition where all claims, if 
amended as proposed, would be patentable. 
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78. Section 1.565 is amended by revising paragraph (a) to read as 
follows: 
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§ 1.565 Concurrent office proceedings. 


(a) In any reexamination proceeding before the Office, the 
patent owner must call the attention of the Office to any prior or 
concurrent proceedings in which the patent is or was involved such 
as interferences, reissue, reexaminations or litigation and the 
results of such proceedings. 
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79. Section 1.666 is amended by revising paragraph (b) to read as 
follows: 


§ 1.666 Filing of interference settlement agreements. 
xe KEKE 

(b) If any party filing the agreement or understanding under 
paragraph (a) of this section so requests, the copy will be kept 
separate from the file of the interference, and made available only 
to Government agencies on written request, or to any person upon 


petition accompanied by the fee set forth in § 1.17(h) and on a 
showing of good cause. 
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80. Section 1.720 is amended by revising paragraphs (b) and (g) to 
read as follows: 


§ 1.720 Conditions for extension of patent term. 
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(b) The term of the patent has never been previously extended, 
except for extensions issued pursuant to §§ 1.701, 1.760, or § 
1.790; 

KKK * 
(g) The term of the patent, including any interim extension 


issued pursuant to § 1.790, has not expired before the submission 
of an application in compliance with § 1.741; and 
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81. Section 1.730 is revised to read as follows: 


§ 1.730 Applicant for extension of patent term; signature 
requirements. 


(a) Any application for extension of a patent term must be 
submitted by the owner of record of the patent or its agent and 
must comply with the requirements of § 1.740. 

(b) If the application is submitted by the patent owner, the 
application must be signed either by: 

(1) The patent owner in compliance with § 3.73(b) of this 
chapter; or 

(2) A registered practitioner on behalf of the patent owner. 

(c) If the application is submitted on behalf of the patent owner 
by an agent of the patent owner (e.g., a licensee of the patent 
owner), the application must be signed by a registered practitioner 
on behalf of the agent. The Office may require proof that the agent 
is authorized to act on behalf of the patent owner. 

(d) If the application is signed by a registered practitioner, the 
Office may require proof that the practitioner is authorized to act 
on behalf of the patent owner or agent of the patent owner. 


82. Section 1.740 is amended by removing paragraph (a)(16) and 
(a)(17) and by revising its heading, the introductory text of 
paragraph (a), and paragraphs (a)(9), (a)(10), (a)(14), (a)(15), (b) 
and (c) to read as follows: 


§ 1.740 Formal requirements for application for extension of 
patent term; correction of informalities. 


(a) An application for extension of patent term must be made in 
writing to the Commissioner. A formal application for the exten- 
sion of patent term must include: 
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(9) A statement that the patent claims the approved product, or 
a method of using or manufacturing the approved product, and a 
showing which lists each applicable patent claim and demonstrates 
the manner in which at least one such patent claim reads on: 

(i)The approved product, if the listed claims include any claim 
to the approved product; 

(ii) The method of using the approved product, if the listed 
claims include any claim to the method of using the approved 
product; and 

(iii) The method of manufacturing the approved product, if the 
listed claims include any claim to the method of manufacturing the 
approved product; 

(10) A statement beginning on a new page of the relevant dates 
and information pursuant to 35 U.S.C. 156(g) in order to enable 
the Secretary of Health and Human Services or the Secretary of 
Agriculture, as appropriate, to determine the applicable regulatory 
review period as follows: 

(i) For a patent claiming a human drug, antibiotic, or human 
biological product: 

(A) The effective date of the investigational new drug (IND) 
application and the IND number; 

(B) The date on which a new drug application (NDA) or a 
Product License Application (PLA) was initially submitted and the 
NDA or PLA number; and 

(C) The date on which the NDA was approved or the Product 
License issued; 

(ii) For a patent claiming a new animal drug: 

(A) The date a major health or environmental effects test on the 
drug was initiated, and any available substantiation of that date, or 
the date of an exemption under subsection (j) of Section 512 of the 
Federal Food, Drug, and Cosmetic Act became effective for such 
animal drug; 

(B) The date on which a new animal drug application (NADA) 
was initially submitted and the NADA number; and 

(C) the date on which the NADA was approved; 

(iii) For a patent claiming a veterinary biological product: 

(A) The date the authority to prepare an experimental biological 
product under the Virus-Serum-Toxin Act became effective; 

(B) The date an application for a license was submitted under 
the Virus-Serum-Toxin Act; and 

(C) The date the license issued; 

(iv) For a patent claiming a food or color additive: 

(A) The date a major health or environmental effects test on the 
additive was initiated and any available substantiation of that date; 

(B) The date on which a petition for product approval under the 
Federal Food, Drug and Cosmetic Act was initially submitted and 
the petition number; and 

(C) The date on which the FDA published a Federal Register 
notice listing the additive for use; 

(v) For a patent claiming a medical device: 

(A) The effective date of the investigational device exemption 
(IDE) and the IDE number, if applicable, or the date on which the 
applicant began the first clinical investigation involving the device, 
if no IDE was submitted, and any available substantiation of that 
date; 

(B) The date on which the application for product approval or 
notice of completion of a product development protocol under 
Section 515 of the Federal Food, Drug and Cosmetic Act was 
initially submitted and the number of the application; and 

(C) The date on which the application was approved or the 
protocol declared to be completed; 


(14) The prescribed fee for receiving and acting upon the 
application for extension (see § 1.20(j)); and 

(15) The name, address, and telephone number of the person to 
whom inquiries and correspondence relating to the application for 
patent term extension are to be directed. 

(b) The application under this section must be accompanied by 
two additional copies of such application (for a total of three 
copies). 

(c) If an application for extension of patent term is informal 
under this section, the Office will so notify the applicant. The 
applicant has two months from the mail date of the notice, or such 
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time as is set in the notice, within which to correct the informality. 
Unless the notice indicates otherwise, this time period may be 
extended under the provisions of § 1.136 


83. Section § 1.741 is amended by revising its heading, the 
introductory text of paragraph (a) and paragraphs (a)(5) and (b) to 
read as follows: 


§ 1.741 Complete application given a filing date; petition 
procedure. 


(a) The filing date of an application for extension of a patent 
term is the date on which a complete application is received in the 
Office or filed pursuant to the procedures set forth in § 1.8 or § 
1.10. A complete appiication must include: 


(5) Sufficient information to enable the Commissioner to deter- 
mine under subsections (a) and (b) of 35 U.S.C. 156 the eligibility 
of a patent for extension, and the rights that will be derived from 
the extension, and information to enable the Commissioner and the 
Secretary of Health and Human Services or the Secretary of 
Agriculture to determine the length of the regulatory review 
period; and 
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(b) If an application for extension of patent term is incomplete 
under this section, the Office will so notify the applicant. If 
applicant requests review of a notice that an application is 
incomplete, or review of the filing date accorded an application 
under this section, applicant must file a petition pursuant to this 
paragraph accompanied by the fee set forth in § 1.17(h) within two 
months of the mail date of the notice that the application is 
incomplete, or the notice according the filing date complained of. 
Unless the notice indicates otherwise, this time period may be 
extended under the provisions of § 1.136. 


84. Section 1.760 is revised to read as follows: 


§ 1.760 Interim extension of patent term under 35 U.S.C. 
156(e)(2). 


An applicant who has filed a formal application for extension in 
compliance with § 1.740 may request one or more interim 
extensions for periods of up to one year each pending a final 
determination on the application pursuant to § 1.750. Any such 
request should be filed at least three months prior to the expiration 
date of the patent. The Commissioner may issue interim exten- 
sions, without a request by the applicant, for periods of up to one 
year each until a final determination is made. The patent owner or 
agent will be notified when an interim extension is granted and 
notice of the extension will be published in the Official Gazette of 
the United States Patent and Trademark Office.The notice will be 
recorded in the official file of the patent and will be considered as 
part of the original patent. In no event will the interim extensions 
granted under this section be longer than the maximum period for 
extension to which the applicant would be eligible. 


85. Section 1.780 is revised to read as follows: 
§ 1.780 Certificate or order of extension of patent term. 


If a determination is made pursuant to § 1.750 that a patent is 
eligible for extension and that the term of the patent is to be 
extended, a certificate of extension, under seal, or an order 
granting interim extension under 35 U.S.C. 156(d)(5), will be 
issued to the applicant for the extension of the patent term. Such 
certificate or order will be recorded in the official file of the patent 
and will be considered as part of the original patent.Notification of 
the issuance of the certificate or order of extension will be 
published in the Official Gazette of the United States Patent and 
Trademark Office. Notification of the issuance of the order 
granting an interim extension under 35 U.S.C. 156(d)(5), including 
the identity of the product currently under regulatory review, will 
be published in the Official Gazette of the United States Patent and 
Trademark Office and in the Federal Register. No certificate of, or 
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order granting, an extension will be issued if the term of the patent 
cannot be extended, even though the patent is otherwise deter- 
mined to be eligible for extension. In such situations, the final 
determination made pursuant to § 1.750 will indicate that no 
certificate or order will issue. 


86. Section 1.821 is amended by revising paragraphs (c), (e) and 
(f) to read as follows: 


§ 1.821 Nucleotide and/or amino acid sequence disclosures in 
patent applications. 
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(c) Patent applications which contain disclosures of nucleotide 
and/or amino acid sequences must contain, as a separate part of the 
disclosure, a paper or compact disc copy (see § 1.52(e)) disclosing 
the nucleotide and/or amino acid sequences and associated infor- 
mation using the symbols and format in accordance with the 
requirements of §§ 1.822 and § 1.823. This paper or compact disc 
copy is referred to elsewhere in this subpart as the “Sequence 
Listing.” Each sequence disclosed must appear separately in the 
“Sequence Listing.”Each sequence set forth in the “Sequence 
Listing” must be assigned a separate sequence identifier. The 
sequence identifiers must begin with | and increase sequentially 
by integers. If no sequence is present for a sequence identifier, the 
code “000” must be used in place of the sequence. The response 
for the numeric identifier <160> must include the total number of 
SEQ ID NOs, whether followed by a sequence or by the code 
“000.” 
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(e) Acopy of the “Sequence Listing” referred to in paragraph (c) 
of this section must also be submitted in computer readable form 
(CRF) in accordance with the requirements of § 1.824. The 
computer readable form must be a copy of the “Sequence Listing” 
and may not be retained as a part of the patent application file. If 
the computer readable form of a new application is to be identical 
with the computer readable form of another application of the 
applicant on file in the Office, reference may be made to the other 
application and computer readable form in lieu of filing a duplicate 
computer readable form in the new application if the computer 
readable form in the other application was compliant with all of 
the requirements of this subpart. The new application must be 
accompanied by a letter making such reference to the other 
application and computer readable form, both of which shall be 
compietely identified. In the new application, applicant must also 
request the use of the compliant computer readable “Sequence 
Listing” that is already on file for the other application and must 
state that the paper or compact disc copy of the “Sequence Listing” 
in the new application is identical to the computer readable copy 
filed for the other application. 

(f) In addition to the paper or compact disc copy required by 
paragraph (c) of this section and the computer readable form 
required by paragraph (e) of this section, a statement that the 
“Sequence Listing” content of the paper or compact disc copy and 
the computer readable copy are the same must be submitted with 
the computer readable form, e.g., a statement that “the sequence 
listing information recorded in computer readable form is identical 
to the written (on paper or compact disc) sequence listing.” 
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87. Section 1.823 is amended by revising its heading and para- 
graph (a) to read as follows: 


§ 1.823 Requirements for nucleotide and/or amino acid se- 
quences as part of the application. 


(a)(1) If the “Sequence Listing” required by § 1.821(c) is 
submitted on paper: The “Sequence Listing,” setting forth the 
nucleotide and/or amino acid sequence and associated information 
in accordance with paragraph (b) of this section, must begin on a 
new page and must be titled “Sequence Listing.” The pages of the 
“Sequence Listing” preferably should be numbered independently 
of the numbering of the remainder of the application. Each page of 
the “Sequence Listing” shall contain no more than 66 lines and 
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each line shall contain no more than 72 characters. A fixed-width 
font should be used exclusively throughout the “Sequence List- 
ing. 

(2) If the “Sequence Listing” required by § 1.821(c) is submitted 
on compact disc: The “Sequence Listing” must be submitted on a 
compact disc in compliance with § 1.52(e).The compact disc may 
also contain table information if the application contains table 
information that may be submitted on a compact disc (§ 
1.52(e)(1)(iii)). The specification must contain an incorporation- 
by-reference of the Sequence Listing as required by § 1.52(e)(5). 
The presentation of the “Sequence Listing” and other materials on 
compact disc under § 1.821(c) does not substitute for the Com- 
puter Readable Form that must be submitted on disk, compact 
disc, or tape in accordance with 1.824. 


88. Section 1.824 is revised to read as follows: 


§ 1.824 Form and format for nucleotide and/or amino acid 
sequence submissions in computer readable form. 


(a) The computer readable form required by § 1.821(e) shall 
meet the following requirements: 

(1) The computer readable form shall contain a single “Se- 
quence Listing” as either a diskette, series of diskettes, or other 
permissible media outlined in paragraph (c) of this section. 

(2) The “Sequence Listing” in paragraph (a)(1) of this section 
shall be submitted in American Standard Code for Information 
Interchange (ASCII) text. No other formats shall be allowed. 

(3) The computer readable form may be created by any means, 
such as wordprocessors, nucleotide/amino acid sequence editors’ 
or other custom computer programs; however, it shall conform to 
all requirements detailed in this section. 

(4) File compression is acceptable when using diskette media, 
so long as thecompressed file is in a self-extracting format that will 
decompress on one of the systems described in paragraph (b) of 
this section. 

(5) Page numbering must not appear within the computer 
readable form version of the “Sequence Listing” file. 

(6) All computer readable forms must have a label permanently 
affixed thereto on which has been hand-printed or typed: the name 
of the applicant, the title of the invention, the date on which the 
data were recorded on the computer readable form, the operating 
system used, a reference number, and an application number and 
filing date, if known. If multiple diskettes are submitted, the 
diskette labels must indicate their order (e.g. “1 of X”). 

(b) Computer readable form submissions must meet these 
format requirements: 

(1) Computer Compatibility: IBM PC/XT/AT or Apple Macin- 
tosh: 

(2) Operating System Compatibility: MS-DOS, MS-Windows, 
Unix or Macintosh; 

(3) Line Terminator: ASCII Carriage Return plus ASCII Line 
Feed; and 

(4) Pagination: Continuous file (no “hard page break” codes 
permitted). 

(c) Computer readable form files submitted may be in any of the 
following media: 

(1) Diskette: 3.50 inch, § 1.44 Mb storage; 3.50 inch, 720 Kb 
storage; 5.25 inch, 1.2 Mb storage; 5.25 inch, 360 Kb storage. 

(2) Magnetic tape: 0.5 inch, up to 24000 feet: Density: 1600 or 
6250 bits per inch, 9 track; Format: Unix tar command, specify 
blocking factor (not “block size”); Line Terminator: ASCII Car- 
riage Return plus ASCII Line Feed. 

(3) 8mm Data Cartridge: Format: Unix tar command; specify 
blocking factor (not “block size”); Line Terminator: ASCII Car- 
riage Return plus ASCII Line Feed. 

(4) Compact disc: Format: ISO 9660 or High Sierra Format. 

(5) Magneto Optica! Disk: Size/Storage Specifications: 5.25 
inch, 640 Mb. 

(d) Computer readable forms that are submitted to the Office 
will not be returned to the applicant. 


89. Section 1.825 is amended by revising paragraphs (a) and (b) to 
read as follows: 
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§ 1.825 Amendments to or replacement of sequence listing and 
computer readable copy thereof. 


(a) Any amendment to a paper copy of the “Sequence Listing” 
(§ 1.821(c)) must be made by the submission of substitute sheets 
and include a statement that the substitute sheets include no new 
matter. Any amendment to a compact disc copy of the “Sequence 
Listing” (§ 1.821(c)) must be made by the submission of a 
replacement compact disc (2 copies) in compliance with § 1.52(e). 
Amendments must also be accompanied by a statement that 
indicates support for the amendment in the application, as filed, 
and a statement that the replacement compact disc includes no new 
matter. 

(b) Any amendment to the paper or compact disc copy of the 
“Sequence Listing,” in accordance with paragraph (a) of this 
section, must be accompanied by a substitute copy ofthe computer 
readable form (§ 1.821(e)) including all previously submitted data 
with the amendment incorporated therein, accompanied by a 
statement that the copy in computer readable form is the same as 
the substitute copy of the “Sequence Listing.” 
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PART 3 - ASSIGNMENT, RECORDING AND RIGHTS OF 
ASSIGNEE 


90.The authority citation for 37 CFR Part 3 is revised to read as 
follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 2(b)(2). 
91. Section 3.27 is revised to read as follows: 


§ 3.27 Mailing address for submitting documents to be re- 
corded. 


Documents and cover sheets to be recorded should be addressed 
to the Commissioner, United States Patent and Trademark Office, 
Box Assignment, Washington, D.C. 20231, unless they are filed 
together with new applications or with a request under § 3.81. 


92. Section 3.71 is revised to read as follows: 
§ 3.71 Prosecution by assignee. 


(a) Patents - Conducting of Prosecution. One or more assignees 
as defined in paragraph (b) of this section may, after becoming of 
record pursuant to paragraph (c) of this section, conduct prosecu- 
tion of a national patent application or a reexamination proceeding 
to the exclusion of either the inventive entity, or the assignee(s) 
previously entitled to conduct prosecution. 

(b) Patents - Assignee(s) who can prosecute. The assignee(s) 
who may conduct either the prosecution of a national application 
for patent or a reexamination proceeding are: 

(1) A single assignee. An assignee of the entire right, title and 
interest in the application or patent being reexamined who is of 
record, or 

(2) Partial assignee(s) together or with inventor(s). All partial 
assignees, or all partial assignees and inventors who have not 
assigned their right, title and interest in the application or patent 
being reexamined, who together own the entire right, title and 
interest in the application or patent being reexamined. A partial 
assignee is any assignee of record having less than the entire right, 
title and interest in the application or patent being reexamined. 

(c) Patents - Becoming of record. An assignee becomes of 
record either in a national patent application or a reexamination 
proceeding by filing a statement in compliance with § 3.73(b) that 
is signed by a party who is authorized to act on behalf of the 
assignee. 

(d) Trademarks. The assignee of a trademark application or 
registration may prosecute a trademark application, submit docu- 
ments to maintain a trademark registration, or file papers against a 
third party in reliance on the assignee’s trademark application or 
registration, to the exclusion of the original applicant or previous 
assignee. The assignee must establish ownership in compliance 
with § 3.73(b). 


93. Section 3.73 is revised to read as follows: 
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§ 3.73 Establishing right of assignee to take action. 


(a) The inventor is presumed to be the owner of a patent 
application, and any patent that may issue therefrom, unless there 
is an assignment. The original applicant is presumed to be the 
owner of a trademark application or registration, unless there is an 
assignment. 

(b)(1) In order to request or take action in a patent or trademark 
matter, the assignee must establish its ownership of the patent or 
trademark property of paragraph (a) of this section to the satisfac- 
tion of the Commissioner. The esiablishment of ownership by the 
assignee may be combined with the paper that requests or takes the 
action. Ownership is established by submitting to the Office a 
signed statement identifying the assignee, accompanied by either: 

(i) Documentary evidence of a chain of title from the original 
owner to the assignee (e.g., copy of an executed assignment). The 
documents submitted to establish ownership may be required to be 
recorded pursuant to § 3.11 in the assignment records of the Office 
as a condition to permitting the assignee to take action in a matter 
pending before the Office; or 

(ii) A statement specifying where documentary evidence of a 
chain of title from the original owner to the assignee is recorded in 
the assignment records of the Office (e.g., reel and frame number). 

(2) The submission establishing ownership must show that the 
person signing the submission is a person authorized to act on 
behalf of the assignee by: 

(i) Including a statement that the person signing the submission 
is authorized to act on behalf of the assignee; or 

(ii) Being signed by a person having apparent authority to sign 
on behalf of the assignee, e.g., an officer of the assignee. 

(c) For patent matters only: 

(1) Establishment of ownership by the assignee must be 
submitted prior to, or at the same time as, the paper requesting or 
taking action is submitted. 

(2) If the submission under this section is by an assignee of less 
than the entire right, title and interest, such assignee must indicate 
the extent (by percentage) of its ownership interest, or the Office 
may refuse to accept the submission as an establishment of 
ownership. 


94. Section 3.81 is revised to read as follows: 
§ 3.81 Issue of patent to assignee. 


(a) With payment of the issue fee: An application may issue in 
the name(s) of the assignee(s) consistent with the application’s 
assignment where a request for such issuance is submitted with 
payment of the issue fee, provided the assignment has been 
previously recorded in the Office. If the assignment has not been 
previously recorded, the request should be accompanied by the 
assignment and either a direction to record the assignment in the 
Office pursuant to § 3.28, or a statement under § 3.73(b). 

(b) After payment of the issue fee: An application may issue in 
the name(s) of the assignee(s) consistent with the application’s 
assignment where a request for such issuance along with the 
processing fee set forth in § 1.17(i) of this chapter is submitted 
after the date of payment of the issue fee, but prior to issuance of 
the patent, provided the assignment has been previously recorded 
in the Office. If the assignment has not been previously recorded, 
the request should be accompanied by the assignment and either a 
direction to record the assignment in the Office pursuant to 3.28, or 
a statement under § 3.73(b). 

(c) Partial assignees. 

(1) If one or more assignee(s) together with one or more 
inventor(s) hold the entire right, title, and interest in the applica- 
tion, the patent may issue in the names of the assignee(s) and the 
inventor(s). 

(2) If multiple assignees hold the entire right, title, and interest 
to the exclusion of all the inventors, the patent may issue in the 
names of the multiple assignees. 


PART 5 - SECRECY OF CERTAIN INVENTIONS AND 
LICENSES TO EXPORT AND FILE APPLICATIONS IN 
FOREIGN COUNTRIES 


95. The authority citation for 37 CFR Part 5 is revised to read as 
follows: 
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Authority: 35 U.S.C. 2(b)(2), 41, 181-188, as amended by the 
Patent Law Foreign Filing Amendments Act of 1988, Pub. L. 
100-418, 102 Stat. 1567; the Arms Export Control Act, as 
amended, 22 U.S.C. 2751 et seq.; the Atomic Energy Act of 1954, 
as amended, 42 U.S.C. 2011 et seq.; and the Nuclear Non 
Proliferation Act of 1978, 22 U.S.C. 3201 et seq.; and the 
delegations in the regulations under these Acts to the Commis- 
sioner (15 CFR 370.10(j), 22 CFR 125.04, and 10 CFR 810.7). 


96. Section 5.1 is revised to read as follows: 


§ 5.1 Applications and correspondence involving national 
security. 


(a) All correspondence in connection with this part, including 
petitions, should be addressed to “Commissioner for Patents 
(Attention Licensing and Review), Washington, D.C. 20231.” 

(b) Application as used in this part includes provisional appli- 
cations filed under 35 U.S.C. 111(b) (§ 1.9(a)(2) of this chapter), 
nonprovisional applications filed under 35 U.S.C. 111(a) or enter- 
ing the national stage from an international application after 
compliance with 35 U.S.C. 371 (§ 1.9(a)(3)), or international 
applications filed under the Patent Cooperation Treaty prior to 
entering the national stage of processing (§ 1.9(b)). 

(c) Patent applications and documents relating thereto that are 
national security classified (see § 1.9(i) of this chapter) and contain 
authorized national security markings (e.g., “Confidential,” “Se- 
cret’ or “Top Secret‘) are accepted by the Office. National security 
classified documents filed in the Office must be either hand-carried 
to Licensing and Review or mailed to the Office in compliance 
with paragraph (a) of this section. 

(d) The applicant in a national security classified patent appli- 
cation must obtain a secrecy order pursuant to § 5.2(a). If a 
national security classified patent application is filed without a 
notification pursuant to § 5.2(a), the Office will set a time period 
within which either the application must be declassified, or the 
application must be placed under a secrecy order pursuant to § 
5.2(a), or the applicant must submit evidence of a good faith effort 
to obtain a secrecy order pursuant to § 5.2(a) from the relevant 
department or agency in order to prevent abandonment of the 
application. If evidence of a good faith effort to obtain a secrecy 
order pursuant to § 5.2(a) from the relevant department or agency 
is submitted by the applicant within the time period set by the 
Office, but the application has not been declassified or placed 
under a secrecy order pursuant to § 5.2(a), the Office will again set 
a time period within which either the application must be declas- 
sified, or the application must be placed under a secrecy order 
pursuant to § 5.2(a), or the applicant must submit evidence of a 
good faith effort to again obtain a secrecy order pursuant to § 
5.2(a) from the relevant department or agency in order to prevent 
abandonment of the application. 

(e) A national security classified patent application will not be 
allowed pursuant to § 1.311 of this chapter until the application is 
declassified and any secrecy order pursuant to § 5.2(a) has been 
rescinded. 

(f) Applications on inventions made outside the United States 
and on inventions in which a U.S. Government defense agency has 
a property interest will not be made available to defense agencies. 


97. Section 5.2 is amended by adding a new paragraph (c) to read 
as follows: 


§ 5.2 Secrecy order. 
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(c) An application disclosing any significant part of the subject 
matter of an application under a secrecy order pursuant to 
paragraph (a) of this section also falls within the scope of such 
secrecy order. Any such application that is pending before the 
Office must be promptly brought to the attention of Licensing and 
Review, unless such application is itself under a secrecy order 
pursuant to paragraph (a) of this section. Any subsequently filed 
application containing any significant part of the subject matter of 
an application under a secrecy order pursuant to paragraph (a) of 
this section must either be hand-carried to Licensing and Review 
or mailed to the Office in compliance with § 5.1(a). 
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98. Section 5.12 is amended by revising paragraph (b) to read as 
follows: 


§ 5.12 Petition for license. 


(b) A petition for license must include the fee set forth in § 
1.17(h) of this chapter. The petitioner’s address, and full instruc- 
tions for delivery of the requested license when it is to be delivered 
to other than the petitioner. The petition should be presented in 
letter form. 


PART 10 - REPRESENTATION OF OTHERS BEFORE THE 
UNITED STATES PATENT AND TRADEMARK OFFICE 


99.The authority citation for 37 CFR Part 10 is revised to read as 
follows: 


Authority: 5 U.S.C. 500, 15 U.S.C. 1123; 35 U.S.C. 2(b)(2), 31, 
32, 41. 


100. Section 10.23 is amended by revising paragraph (c)(11) to 
read as follows: 


§10.23 Misconduct. 


rr? 


(11) Except as permitted by § 1.52(c) of this chapter, knowingly 
filing or causing to be filed an application containing any material 
alteration made in the application papers after the signing of the 
accompanying oath or declaration without identifying the alter- 
ation at the time of filing the application papers. 
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August 9, 2000 Q. TODD DICKINSON 
Under Secretary of Commerce for 
Intellectual Property and Director of the 
United States Patent and Trademark Office 


[1238 OG 77] 





Department of Commerce 
Patent and Trademark Office 
37 CFR Parts 1, 3, 5, 7, and 10 
[Docket #: 960606163-7 130-02] 
RIN 0651-AA80 


Changes to Patent Practice and Procedure 
Agency: Patent and Trademark Office, Commerce. 
Action: Final Rule. 


Summary: The Patent and Trademark Office (Office) is amending 
the rules of practice to simplify the requirements of the rules, 
rearrange portions of the rules for better context, and eliminate 
unnecessary rules or portions thereof as part of a government-wide 
effort to reduce the regulatory burden on the American public. 
Exemplary changes include: (1) simplification of the procedure for 
filing continuation and divisional applications; (2) amendment of a 
number of rules to permit the filing of a statement that errors were 
made without deceptive intent, without a requirement for a further 
showing of facts and circumstances; and (3) elimination of the 
requirement that the inventorship be named in an application on 
the day of its filing, which eliminates the need for certain petitions 
to correct inventorship. 
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Effective Date: December |, 1997. 


For Further Information Contact: Hiram H. Bernstein or Robert 
W. Bahr, Senior Legal Advisors, by telephone at (703) 305-9285, 
or by mail addressed to: Box Comments--Patents, Assistant 
Commissioner for Patents, Washington, DC 20231 marked to the 
attention of Mr. Bernstein or by facsimile to (703) 308-6916. 


Supplementary Information: This rule change implements the 
Administration’s program of reducing the regulatory burden on the 
American public in accordance with the changes proposed in the 
Notice of Proposed Rulemaking entitled “1996 Changes to Patent 
Practice and Procedure” (Notice of Proposed Rulemaking), pub- 
lished in the Federal Register at 61 FR 49819 (September 23, 
1996), and in the Official Gazette at 1191 Off. Gaz. Pat. Office 105 
(October 22, 1996). The changes involve: (1) simplification of 
procedures for filing continuation and divisional applications, 
establishing lack of deceptive intent in reissues, petition practice, 
and in the filing of papers correcting improperly requested small 
entity status; (2) elimination of unnecessary requirements, such as 
certain types of petitions to correct inventorship under § 1.48; (3) 
removal of rules and portions thereof that merely represent 
instructions as to the internal management of the Office more 
appropriate for inclusion in the Manual of Patent Examining 
Procedure (MPEP); (4) rearrangement of portions of rules to 
improve their context; and (5) clarification of rules to aid in 
understanding of the requirements that they set forth. 


Changes to proposed rules: This Final Rule contains a number of 
changes to the text of the rules as proposed for comment. The 
significant changes (as opposed to additional grammatical correc- 
tions) are discussed below. Familiarity with the Notice of Proposed 
Rulemaking is assumed. 


Discussion of Specific Rules and Response to Comments: 
Forty-three written comments were received in response to the 
Notice of Proposed Rulemaking. The written comments have been 
analyzed. For contextual purposes, the comment on a specific rule 
and response to the comment are provided with the discussion of 


the specific rule. Comments in support of proposed rule changes 
generally have not been reported in the responses to comments 
sections. 


Title 37 of the Code of Federal Regulations, Parts 1, 3, 5, 7, and 
10 are amended as follows: 


Part 1: 


Section 1.4: Section 1.4, paragraphs (d)(1) and (2), are amended to 
be combined into § 1.4 paragraphs (d)(1)(i) and (d)(1)(ii). Section 
1.4(d)(1)(ii) is also amended to include the phrase “direct or 
indirect copy” to clarify that the copy of the document(s) consti- 
tuting the correspondence submitted to the Office may be a copy of 
a copy (of any generation) of the original document(s), or a direct 
copy of the original document(s). 


Section 1.4(d)(2) is amended to provide that the presentation to the 
Office (whether by signing, filing, submitting, or later advocating) 
of any paper by a party, whether a practitioner or non-practitioner, 
constitutes a certification under § 10.18(b), and that violations of 
§ 10.18(b)(2) may subject the party to sanctions under § 10.18(c). 
That is, by presenting a paper to the Office, the party is making the 
certifications set forth in § 10.18(b), and is subject to sanctions 
under § 10.18(c) for violations of § 10.18(b)(2), regardless of 
whether the party is a practitioner or non-practitioner. The sen- 
tence “ny practitioner violating § 10.18(b) may also be subject to 
disciplinary action” clarifies that a practitioner may be subject to 
disciplinary action in lieu of or in addition to sanctions under § 
10.18(c) for violations of § 10.18(b). 


Section 1.4(d)(2) is amended so that the certifications set forth in 
§ 10.18(b) are automatically made upon presenting any paper to 
the Office by the party presenting the paper. The amendments to § 
1.4(d) and § 10.18 support the amendments to §§ 1.6, 1.8, 1.10, 
1.27, 1.28, 1.48, 1.52, 1.55, 1.69, 1.102, 1.125, 1.137, 1.377, 
1.378, 1.804, 1.805, (§§ 1.821 and 1.825 will be reviewed at a later 
date in connection with other matters), 3.26, and 5.4 that delete the 
requirement for verification (MPEP 602) of statements of facts by 
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applicants and other parties who are not registered to practice 
before the Office. The absence of a required verification has been 
a source of delay in the prosecution of applications, particularly 
where such absence is the only defect noted. The change to § 
1.4(d) and § 10.18 automatically incorporates required averments 
thereby eliminating the necessity for a separate verification for 
each statement of facts that is to be presented, except for those 
instances where the verification requirement is retained. Similarly, 
the amendments to § 1.4(d) and § 10.18 support an amendment to 
$1.97 (§§ 1.637 and 1.673 will be reviewed at a later date in 
connection with other matters) that changes the requirements for 
certifications to requirements for statements. This change in 
practice does not affect the separate verification requirement for an 
oath or declaration under § 1.63, affidavits or declarations under §§ 
1.130, 1.131, and 1.132, or statements submitted in support of a 
petition under § 5.25 for a retroactive license. The statements in § 
1.494(e) and § 1.495(f) that verification of translations of docu- 
ments filed in a language other than English may be required is 
also maintained, as such requirements are made rarely and only 
when deemed necessary (e.g., when persons persist in translations 
which appear on their face to be inaccurate). The requirements for 
certification of service on parties in 1.248, 1.510, 1.637 and § 
10.142 are also maintained. 


Section 1.4 is also amended to add a new paragraph (g) related to 
an applicant who has not made of record a registered attorney or 
agent being required to state whether assistance was received in 
the preparation or prosecution of a patent application. This is 
transferred from § 1.33(b) for consistent contextual purposes. 


Section 1.6: Section 1.6(d)(3) is amended to provide that contin- 
ued prosecution applications under § 1.53(d) may be transmitted to 
the Office by facsimile. However, the procedures described in § 1.8 
do not apply to, and no benefit under § 1.8 will be given to, a 
continued prosecution application under § 1.53(d). That is, an 
applicant may file a continued prosecution application by facsimile 
transmission, but the filing date accorded such continued prosecu- 
tion application will be the date the complete transmission of the 
continued prosecution application is received in the Office. For 
example, a continued prosecution application transmitted by 
facsimile from California at 10:30 pm (Pacific time) on November 
18, 1997, and received in the Office at 1:30 am (Eastern time) on 
November 19, 1997, will be accorded a filing date of November 
19, 1997. An applicant filing a continued prosecution application 
by facsimile transmission bears the responsibility of transmit ting 
such application in a manner and at a time that will ensure its 
complete and timely ( § 1.53(d)(1)(ii)) receipt in the Office. 


An applicant filing an application under § 1.53(d) (a continued 
prosecution application) by facsimile must include an authoriza- 
tion to charge (at least) the basic filing fee to a deposit account, or 
the application must be treated under § 1.53(f) as having been filed 
without the basic filing fee (as fees cannot otherwise be transmit- 
ted by facsimile). To avoid paying the late filing surcharge under 
§ 1.16(e), an application (including an application under § 1.53(d)) 
must include the basic filing fee (§ 1.16(e)). As such, payment of 
the basic filing fee for an application under § 1.53(d) on any date 
later than the filing date of the application under § 1.53(d) (even if 
paid within the period for reply to the last action in the prior 
application) is ineffective to avoid the late filing surcharge under § 
1.16(e). Therefore, unless an application under § 1.53(d) filed by 
facsimile includes an authorization to charge the basic filing fee to 
a deposit account, the applicant will be given a notification 
requiring payment of the appropriate filing fee ( § 1.53(d)(3)) and 
the late filing surcharge under § 1.16(e) to avoid abandonment of 
the § 1.53(d) application. 


Section 1.6(d)(3) is also amended to delete the reference to § 
1.8(a)(2)(ii)(D) as this paragraph was deleted in the Final Rule 
entitled “Communications with the Patent and Trademark Office” 
(“Communications with the Office”), published in the Federal 
Register at 61 FR56439, 56443 (November 1, 1996), and in the 
Official Gazette at 1192 Off. Gaz. Pat. Office 95 (November 26, 
1996). 


Section 1.6(d)(6) is amended to reflect the transfer of material 
from §§ 5.6, 5.7, and 5.8 to §§ 5.1 through 5.5. 
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Section 1.6(e)(2) is amended to remove the requirement that the 
statement be verified in accordance with the change to § 1.4(d)(2) 
and § 10.18. 


Section 1.6(f) is added to provide for the situation in which the 
Office has no evidence of receipt of an application under § 1.53(d) 
(a continued prosecution application) transmitted to the Office by 
facsimile transmission. Section 1.6(f) requires that a showing 
thereunder include, inter alia, a copy of the sending unit’s report 
confirming transmission of the application under § 1.53(d) or 
evidence that came into being after the complete transmission of 
the application under § 1.53(d) and within one business day of the 
complete transmission of the application under § 1.53(d). There- 
fore, applicants are advised to retain copies of the sending unit’s 
reports in situations in which such unit is used to transmit 
applications under § 1.53(d) to the Office or otherwise maintain a 
log book of the transmission of any application under § 1.53(d) to 
the Office. See also “Communications with the Patent and Trade- 
mark Office” Final Rule. 


No comments were received regarding the proposed change to § 
1.6. 


Section 1.8: Section 1.8(a)(2)(i(A) is amended to specifically 
refer to a request for a continued prosecution application under § 
1.53(d) as a correspondence filed for the purposes of obtaining an 
application filing date, which is excluded by § 1.8(a)(2)(i)(A) from 
the procedure set forth in § 1.8. The purpose of this amendment is 
to render it clear that, notwithstanding that a continued prosecution 
application under § 1.53(d) may be filed by facsimile transmission, 
the procedure set forth in § 1.8 does not apply to a request for a 
continued prosecution application under § 1.53(d) (or any corre- 
spondence filed for the purpose of obtaining an application filing 
date). That is, the date on the certificate of transmission (§ 1.8(a)) 
of an application under § 1.53(d) is not controlling (or even 
relevant), in that an application under § 1.53(d) (a continued 
prosecution application) filed by facsimile transmission will not be 
accorded a filing date as of the date on the certificate of 
transmission (§ 1.8(a)), unless Office records indicate, or applicant 
otherwise establishes pursuant to § 1.6(f), receipt in the Office of 
the complete application under § 1.53(d) on the date on the 
certificate of transmission, and that date is not a Saturday, Sunday, 
or Federal holiday. 


Section 1.8(b)(3) is amended to remove the requirement that the 
statement be verified in accordance with the change to § 1.4(d)(2) 
and § 10.18. 


Section 1.9: Section 1.9(d) is amended to define a small business 
concern as used in 37 CFR Chapter I as any business concern 
meeting the size standards set forth in 13 CFR Part 121 to be 
eligible for reduced patent fees. The regulations of the Small 
Business Administration (SBA) set forth the size standards of a 
business concern to be eligible for reduced patent fees. See 13 CFR 
121.802. Thus, the language in § 1.9(d) duplicating such size 
standards is deleted as redundant, and to avoid confusion in the 
event that such size standards are subsequently changed by the 
SBA. The MPEP will include SBA’s regulations concerning size 
standards for a business concern to be eligible for reduced patent 
fees. 


Section 1.9(f) is amended to add the phrase “eligible for reduced 
patent fees” to clarify that a small entity as used in 37 CFR Chapter 
I is limited to an independent inventor, a small business concern or 
a non-profit organization that is eligible for reduced patent fees 
under 35 U.S.C. 41(h)(1). 


Section 1.10: Sections § 1.10(d) and (e) are amended to remove 
the requirement for a statement that is verified. 


Comment |: One comment suggested that § 1.10 be amended to 
clearly set forth the controlling date for correspondence filed by 
“Express Mail” under § 1.10. 


Response: Section 1.10 was substantially amended in the “Com- 
munications with the Office” Rule Final (discussed supra). Section 
1.10(a) as amended in the aforementioned Final Rule provides 
that: (1) correspondence received by the Office that was delivered 
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by the “Express Mail Post Office to Addressee” service of the 
United States Postal Service (USPS) under § 1.10 will be consid- 
ered filed in the Office on the date of deposit with the USPS; (2) 
the date of deposit with the USPS is shown by the “date-in” on the 
“Express Mail” mailing label or other official USPS notation; and 
(3) if the USPS deposit date cannot be determined, the correspon- 
dence will be accorded the Office receipt date as the filing date. 


Section 1.11: Section 1.11(b) is amended to provide that the filing 
of a continued prosecution application under § 1.53(d) of a reissue 
application will not be announced in the Official Gazette. Although 
the filing of a continued prosecution application of a reissue 
application constitutes the filing of a reissue application, the 
announcement of the filing of such continued prosecution appli- 
cation would be redundant in view of the announcement of the 
filing of the prior reissue application in the Official Gazette. 


Section 1.14: Section 1.14(a) is amended to: (1) clarify the 
provisions of § 1.14(a); (2) provide that copies of an application- 
as-filed may be provided to any person on written request 
accompanied by the fee set forth in § 1.19(b), without notice to the 
applicant, if the application is incorporated by reference in a U.S. 
patent; and (3) treat applications in the file jacket of a pending 
application under § 1.53(d) as pending rather than abandoned in 
determining whether copies of, and access to, such applications 
will be granted. 


Under current practice, the public is entitled to access to the 
original disclosure (or application-as-filed) of an application, when 
the application is incorporated by reference into a U.S. patent. See 
In re Gallo, 231 USPQ 496 (Comm’r Pat. 1986). Section 
1.14(a)(2) is added to avoid the need for a petition under § 1.14(e) 
to obtain a copy of the original disclosure (or application-as-filed) 
of an application that is incorporated by reference into a U.S. 
patent. 


Section 1.14 is also amended to add a paragraph (f) to recognize 
the change to § 1.47(a) and(b) which add exceptions to maintain- 
ing pending applications in confidence by providing public notice 
to nonsigning inventors of the filing of a patent application. 


Comment 2: One comment stated that the change from “applica- 
tions preserved in secrecy” to “applications preserved in confi- 
dence” suggests a lower level of security for the applications 
permitting greater discovery by third parties. 


Response: The term “secrecy” in § 1.14 was changed to “confi- 
dence” in the Final Rule entitled “Miscellaneous Changes in 
Patent Practice” (“Miscellaneous Changes in Patent Practice”), 
published in the Federal Register at 61 FR 42790 (August 19, 
1996), and in the Official Gazette at 1190 Off. Gaz. Pat. Office 67 
(September 17, 1996). This change did not represent a change in 
practice, but merely conformed the language of § 1.14 to that of 35 
U.S.C. 122 (the term “secrecy” is a term of art in regard to matters 
of national security, and its former use in § 1.14 was inappropri- 
ate). 


Section 1.16: Section 1.16 is amended to add new paragraphs (m) 
and (n) including the unassociated text following paragraphs (d) 
and (1). 


No comments were received concerning § 1.16. 


Section 1.17: Section 1.17 (and § 1.136(a)) adds a recitation to an 
extension of time fee payment for a reply filed within a fifth month 
after a nonstatutory or shortened statutory period for reply was set. 


Section 1.17(a) is subdivided into paragraphs (a)(1) through (a)(5), 
with paragraphs (a)(1)through (a)(4) setting forth the amounts for 
one-month through four-month extension fees. Section 1.17(a)(5) 
provides the small entity and other than small entity amounts for 
the new fifth-month extension fee. 


Section 1.17(a) is being amended to permit a petition for a 
fifth-month extension of time. As the Office may set a shortened 
statutory period for reply of one-month or thirty days, whichever 
is longer, this authority for a petition under § 1.136(a) will permit 
an applicant to extend the period for reply until the six-month 
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statutory maximum (35 U.S.C. 133) without resorting to a petition 
under § 1.136(b), or to extend by five months, pursuant to § 
1.136(a), a non-statutory period for taking action (e.g., the time 
period in § 1.192(a) for filing an appeal brief). 


Section 1.17 paragraphs (e), (f), and (g) are rewritten as § 1.17 
paragraphs (b), (c), and (d). 


Section 1.17(h) is amended to delete references to petitions under 
§ 1.47, § 1.48, and § 1.84. Sections § 1.47, § 1.48, and § 1.84(a) 
and (b) are amended to contain a reference to the petition fee set 
forth in § 1.17(i), rather than the petition fee set forth in § 1.17(h). 


Section 1.17(i) is amended to: (1) add a petition under § 1.41 to 
supply the name(s) of the inventor(s) after the filing date without 
an oath or declaration as prescribed by § 1.63, excepting provi- 
sional applications; (2) add a petition under § 1.47 for filing by 
other than all the inventors or a person not the inventor; (3) add a 
petition under § 1.48 for correction of inventorship, except in 
provisional applications; (4) add a petition under § 1.59 for 
expungement and return of information; (5) delete the references 
to petitions under § 1.60 and § 1.62 in view of the deletion of § 
1.60 and § 1.62; (6) add a petition under § 1.84 for accepting color 
drawings or photographs; and (7) add a petition under § 1.91 for 
entry of a model or exhibit. 


Section 1.17(q) is amended to add a petition under § 1.41 to supply 
the name(s) of the inventor(s) after the filing date without a cover 
sheet as prescribed by § 1.51(c)(1) in a provisional application. 


Section 1.17, as well as § 1.103, § 1.112, § 1.113, § 1.133, § 1.134, 
§ 1.135, § 1.136, § 1.142, § 1.144, § 1.146, § 1.191, § 1.192, § 
1.291, § 1.294, § 1.484, § 1.485, § 1.488, § 1.494, § 1.495, (§ 
1.530, § 1.550, § 1.560, § 1.605, § 1.617, § 1.640, and § 1.652 will 
be reviewed at a later date in connection with other matters), § 
1.770, § 1.785, (§ 1.821 will be reviewed at a later date in 
connection with other matters), and § 5.3 are also amended to 
replace the phrases “response” and “respond” with the phrase 
“reply” for consistency with § 1.111. 


Comment 3: One comment questioned why the terms “respond” 
and “response” in the rules of practice were being replaced with 
the term “reply.” 


Response: It is appropriate to use a single term (“reply”) through- 
out the rules of practice, to the extent possible, to refer to that 
“reply” by an applicant to an Office action required to avoid 
abandonment and continue prosecution. 


Comment 4: At least one comment noted that there is no statutory 
authority under 35 U.S.C. 41(a)(8)(C) for the $2,010 amount set 
for the fifth month extension of time. 


Response: While the Notice of Proposed Rulemaking proposed a 
fifth month extension fee of $2010, a Notice of Proposed Rule- 
making entitled “Revision of Patent and Trademark Fees for Fiscal 
Year 1998” (“1998 Fee Revision”), published in the Federal 
Register at 62 FR 24865 (May 7, 1997), and in the Official Gazette 
at 1198 Off. Gaz. Pat. Office 97 (May 27, 1997), proposed that this 
fee be set at $2060. The Office is now adopting the $2060 fifth 
month extension fee as proposed in the “1998 Fee Revision” 
Notice of Proposed Rulemaking. 


Under 35 U.S.C. 41(a)(8)(C) (1991), the Commissioner is autho- 
rized to charge $340 for any third or subsequent petition for a 
one-month extension of time. However, under 35 U.S.C. 41(f), the 
additional fee established pursuant to 35 U.S.C. 41(a)(8)(C) for a 
subsequent petition for a one-month extension of time has been 
increased to $560 (i.e., $560 is the current difference (established 
under 35 U.S.C. 41(a)(8)(C)) between the $1510 fee for a 
four-month extension of time and the $950 three-month extension 
of time). The $1510 fee for a four-month extension of time plus the 
$560 fee for an additional month is $2070 (this differs from the 
$2060 fee proposed in the “1998 Fee Revision” Notice of 
Proposed Rulemaking due to rounding). Therefore, the Office is 
authorized under 35 U.S.C. 41(a)(8) to establish a fee of $2060 for 
a five-month extension of time. 
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Section 1.21: Section 1.21i(1) is amended for consistency with § 
1.53, and § 1.21(n) is amended to change the reference to an 
improper application under § 1.60 or § 1.62 to a reference to an 
application in which proceedings are terminated pursuant to § 
1.53(e). 


No comments were received regarding the proposed change to 
1.21. 


Section 1.26: Section 1.26(a) is amended to better track the 
statutory language of 35 U.S.C. 42(d) and to add back language 
relating to refunds of fees paid that were not “required” that was 
inadvertently dropped in the July 1, 1993, publication of title 37 
CFR, and from subsequent publications. 


No comments were received regarding the proposed change to 
1.26. 


Section 1.27: Section 1.27 paragraphs (a) through (d) are amended 
to remove the requirement that a statement filed thereunder be 
“verified,” and to replace “aver” and “averring” with “state” and 
“stating.” See comments relating to § 1.4(d). Section 1.27(b) is 
also amended for clarification with the movement of a clause 
relating to “any verified statement” within a sentence. 


No comments were received regarding the proposed change to 
1.27. 


Section 1.28: Section 1.28(a) is amended to remove the require- 
ment for a statement that is “verified.” See comments relating to § 
1.4(d). 


Section 1.28(a) is also amended to provide that a new small entity 
statement is not required for a continuing or reissue application 
where small entity status is still proper and reliance is placed on a 
reference to a small entity statement filed in a prior application or 
patent or a copy thereof is supplied. Section 1.28(a) is further 
amended to state that the payment of a small entity basic statutory 
filing fee in a nonprovisional application, which claims benefit 
under 35 U.S.C. 119(e), 120, 121, or 365(c) of a prior application 
(including a continued prosecution application) or in a reissue 
application, where the prior application or the patent has small 
entity status, will constitute a reference in the continuing or reissue 
application to the small entity statement in the prior application or 
in the patent, thereby establishing small entity status in such a 
nonprovisional application. 


Section 1.28(a) is also amended to require a new determination of 
continued entitlement to small entity status for continued prosecu- 
tion applications filed under § 1.53(d) and to clarify that the 
refiling of applications as continuations, divisions and continua- 
tion-in-part applications and the filing of reissue applications also 
require a new determination of continued entitlement to small 
entity status prior to reliance on small entity status in a prior 
application or patent. 


Comment 5: One comment asked whether the change to § 1.28 
regarding small entity requires that a small entity statement be 
filed with each continuing application. 


Response: While the filing of a continuing application requires a 
new determination of entitlement to small entity status, § 1.28(a) 
continues to permit reliance on a small entity statement filed in a 
prior application for nonprovisional continuing applications. 


Section § 1.28(c) is amended to remove the requirement for a 
statement of facts explaining how an error in payment of a small 
entity fee(s) occurred in good faith and how and when the error 
was discovered. A fee deficiency payment under § 1.28(c) must 
include the difference between fee(s) originally paid as a small 
entity and the other than small entity fee(s) in effect at the time of 
payment of the complete fee deficiency. A fee deficiency payment 
under § 1.28(c) will be treated as a representation by the party 
submitting the payment that small entity status was established in 
good faith and that the original payment of small entity fees was 
made in good faith. Any paper submitted under § 1.28(c) will be 
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placed in the appropriate file without review after the processing of 
any check or the charging of any feed efficiency payment specifi- 
cally authorized 


Comment 6: One comment suggested that § 1.28(c) be amended to 
clarify current Office practice regarding the acceptance of papers 
under § 1.28(c)(2) in light of two recent District Court decisions: 
(1) Haden Schweitzer Corp. v. Arthur B. Myr Industries, Inc., 901 
F.Supp. 1235, 36 USPQ2d 1020 (E.D. Mich. 1995); and (2) DH 
Technology, Inc. v. Synergstex International, Inc., 937 F. Supp. 
902, 40 USPQ2d 1754 (N.D. Cal. 1996). 


Response: The Office is also aware of a recent District Court 
decision in Jewish Hospital of St. Louis v. Idexx Laboratories, 951 
F. Supp 1, 42 USPQ2d 1720 (D. Me. 1996), that relies on § 
1.28(c)(2) exclusively. The changes to § 1.28(c) are not directed to 
the issue of whether § 1.28(c)(2) must be viewed as the exclusive 
remedy. Nevertheless, an applicant or patentee can avoid undesir- 
able results by not claiming small entity status unless it is 
absolutely certain that the applicant or patentee is entitled to smail 
entity status (i.e., resolving any doubt,uncertainty, or lack of 
information in favor of payment of the full fee). See MPEP 509.03 
(“Small entity status must not be established unless the person or 
persons signing the . . . statement can unequivocally make the 
required self-certification” (emphasis added)). 


Section 1.33: Section 1.33 is amended to no longer provide that the 
required residence and post office address of the applicant can 
appear elsewhere than in the oath or declaration under § 1.63. 
Section 1.63(a)(3) is amended to require that the post office 
address as well as the residence be identified therein and not 
elsewhere. Permitting the residence to be elsewhere in the appli- 
cation other than the oath or declaration, as was in 1.33(a), would 
be inconsistent with unamended § 1.63(c) that states that the 
residence must appear in the oath or declaration. The requirement 
for placement of the post office address is equivalent to the 
requirement for the residence to eliminate confusion between the 
two, which often are the same destination and are usually provided 
in the oath or declaration. The reference in 1.33(a) to the assignee 
providing a correspondence address has been moved within 
1.33(a) for clarification. Other clarifying language includes a 
reference to 1.34(b), use of the terms “provided,” “furnished” 
rather than “notified,” and “application” rather than “case,” and 
deletion of the expression “of which the Office.” 


The former language of 1.33(b) is transferred to new § 1.4(g). 
Section 1.33(b) is amended to set forth the signature requirement 
for papers filed in an application (formerly in § 1.33(a)). Section § 
1.33(b) is specifically amended to provide that amendments and 
other papers filed in an application must be signed by: (1) an 
attorney or agent of record appointed in compliance with § 
1.34(b); (2) a registered attorney or agent not of record who acts in 
are presentative capacity under the provisions of § 1.34(a); (3) the 
assignee of record of the entire interest (if there is such); (4) an 
assignee of record of an undivided part interest (if there is such), 
so long as the amendment or other paper is also signed by any 
assignee(s) of the remaining interest and any applicant retaining an 
interest; or (5) all of the applicants, including applicants under § 
1.42, § 1.43 and § 1.47, unless there is an assignee of record of the 
entire interest and such assignee has chosen to prosecute the 
application to the exclusion of the applicant(s), and, as such, has 
taken action in the application in accordance with § 3.71 and § 
3.73. This is not a change in practice, but simply a clarification of 
current signature requirements. 


No comments were received regarding the proposed change to § 
1.33. 


Section 1.41: Section 1.41(a) (and § 1.53) is amended to no longer 
require that a patent be applied for in the name of the actual 
inventors for an application for patent to be accorded a filing date. 
The requirement for use of full names is moved to § 1.63(a) for 
better context. Section 1.41(a) is specifically amended: (1) to 
provide that a patent is applied for in the name(s) of the actual 
inventor(s); (2) to add paragraphs (a)(1) and (a)(2) indicating how 
the inventorship is set forth in a nonprovisional and provisional 
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application; and (3) to add paragraph (a)(3) indicating the need for 
an identifier consisting of alphanumeric characters if no name of 
an actual inventor is provided. 


Section 1.41(a)(1) provides that the inventorship of a nonprovi- 
siona! application is that inventorship set forth in the oath or 
declaration as prescribed by § 1.63, except as provided for in § 
1.53(d)(4) and § 1.63(d). Section 1.41(a)(1) also provides that if an 
oath or declaration as prescribed by § 1.63 is not filed during the 
pendency of a nonprovisiona! application, the inventorship is that 
inventorship set forth in the application papers filed pursuant to § 
1.53(b), unless a petition under this paragraph accompanied by the 
fee set forth in § 1.17(i) is filed supplying the name(s) of the 
inventor(s). 


Section 1.41(a)(2) provides that the inventorship of a provisional 
application is that inventorship set forth in the cover sheet as 
prescribed by § 1.51(c)(1). Section 1.41(a)(2) also provides that if 
a cover sheet as prescribed by § 1.51(c)(1) is not filed during the 
pendency of a provisional application, the inventorship is that 
inventorship set forth in the application papers filed pursuant to § 
1.53(c), unless a petition under this paragraph accompanied by the 
fee set forth in § 1.17(q) is filed supplying the name(s) of the 
inventor(s). 


35 U.S.C. 120 and 1.78(a) require, inter alia, that an application 
have at least one inventor in common with a prior application to 
obtain the benefit of the filing date of such application. Consider- 
ing the executed oath or declaration (or cover sheet in a provi- 
sional application) the sole mechanism for naming the inventor(s) 
would operate as a trap in the event that an application were 
abandoned prior to the filing of an oath or declaration in favor of 
a continuing application (or in the event that a cover sheet was not 
filed in a provisional application). To avoid this result, § 1.41 as 
adopted provides that the inventorship is that inventorship named 
in an executed oath or declaration under § 1.63 (or in the cover 
sheet under § 1.51(c)(1) in a provisional application), but that if no 
executed oath or declaration under § 1.63 (or cover sheet under § 
1.51(c)(1) in a provisional application) is filed during the pendency 
of the application, the inventorship will be considered to be the 
inventor(s) named in the original application papers. 


In the peculiar situation in which no inventor is named in the 
original application papers (or the correct inventor(s) are not 
named in the original application papers), and no executed oath or 
declaration under § 1.63 (or cover sheet under § 1.51(c)(1) in a 
provisional application) is filed during the pendency of the 
application, it will be necessary for the applicant to file a petition 
under § 1.41(a) (and appropriate fee) to name the inventor(s). No 
explanation (other than that the paper is supplying or changing the 
name(s) of the inventor(s)) or showing off acts concerning the 
inventorship or any delay in naming the inventorship is required or 
desired in a petition under § 1.41(a). The petition fee is required to 
cover (or defray in a provisional application) the costs of updating 
the Office’s records for the application. 


Where no inventor(s) is named on filing, the Office requests that an 
identifying name be submitted for the application. The use of very 
short identifiers should be avoided to prevent confusion. Without 
supplying at least a unique identifying name the Office may have 
no ability or only a delayed ability to match any papers submitted 
after filing of the application and before issuance of an identifying 
application number with the application file. Any identifier used 
that is not an inventor’s name should be specific, alphanumeric 
characters of reasonable length, and should be presented in such a 
manner that it is clear to application processing personnel what the 
identifier is and where it is to be found. It is strongly suggested that 
applications filed without an executed oath or declaration under § 
1.63 or § 1.175 include the name of the person(s) believed to be the 
inventor for identification purposes. Failure to apprise the Office of 
the application identifier being used may result in applicants 
having to resubmit papers that could not be matched with the 
application and proof of the earlier receipt of such papers where 
submission was time dependent. 


As any inventor(s) named in the original application papers is 
considered to be the inventor(s) only when no oath or declaration 
under § 1.63 is filed in a nonprovisional application or cover sheet 





1243 TMOG 518 
(141) 


under § 1.51(c)(1) filed in a provisional application, the recitation 
of the inventorship in an application submitted under § 1.53(b) or 
(d) without an executed oath or declaration or cover sheet, 
respectively, for purposes of identification may be changed merely 
by the later submission of an oath or declaration executed by a 
different inventive entity without recourse to a petition under § 
1.41 or § 1.48. 


Comment 7: One comment noted that when an application is filed 
only an alphanumeric identifier may be used, which would of 
necessity require a correction of inventorship, and questioned how 
a verified statement under § 1.48(a) could be filed as there would 
be no person to sign such statement, whether the Office will 
require that the name(s) of the inventor(s) be submitted within a 
specified period, and whether the filing date will be lost if the 
name(s) of the inventor(s) is not submitted within such period. 


Response: The name(s) of the inventor(s) in a nonprovisional 
application are provided in the oath or declaration under § 1.63 (§ 
1.41(a)(2)) and the name(s) of the inventor(s) in a provisional 
application are provided in the cover sheet (§ 1.41(a)(3)). Thus, an 
application filed without the name(s) of the inventor(s) must also 
have been filed without an oath or declaration under § 1.63 
(nonprovisional) or cover sheet (provisional). 


The Office will set a time period in a nonprovisional application 
filed without an oath or declaration under § 1.63 for the filing of 
such an oath or declaration (§ 1.53(f)). The Office will set a time 
period in a provisional application filed without a cover sheet for 
the filing of such cover sheet (§ 1.53(g)). The subsequently filed 
oath or declaration or cover sheet will provide the name(s) of the 
inventor(s). No petition under § 1.48(a) would be required where 
there was an alphanumeric identifier (and not a name of a person) 
or where the person(s) set forth as the inventor(s) was incorrect. 


In the event that an oath or declaration or cover sheet is not timely 
filed, the application will become abandoned and the inventorship 
will be considered to be the inventor(s) named in the original 
application papers. The failure to timely file an oath or declaration, 
cover sheet, or the name(s) of the inventor(s) is not a filing date 
issue. 


Comment 8: One comment thought that the proposed change 
eliminating the need to identify any inventor would lead to sloppy 
filing procedures and that it shouid in almost all cases be possible 
for practitioners to correctly identify the inventors at the time of 
filing. 


Response: Experience has demonstrated that a significant number 
of applications filed under § 1.53(b) without an executed oath or 
declaration have been filed with incorrect inventorships with 
explanations running from “there was no time to investigate the 
inventorship” to “the inventors contacted either did not understand 
the inventorship requirements under U.S. patent law or did not 
appreciate that the claims as filed included or did not include the 
contribution of the omitted or erroneously added inventor.” Addi- 
tionally, Office experience is that while almost all § 1.48(a) 
petitions concerning such matters are eventually granted, only a 
small percentage are granted on the initial petition thereby causing 
a prolonged prosecution period, which is undesirable in view of 
the amendment to 35 U.S.C. 154 contained in the Uruguay Round 
Agreements Act (URAA), Pub. L. 103-465, 108 Stat. 4809 (1994). 


Section 1.47: Section 1.47 paragraphs (a) and (b) are amended, 
pursuant to 35 U.S.C. 116 and 35 U.S.C 118, to provide for 
publication in the Official Gazette of a notice of filing for all 
applications, except for continued prosecution applications under § 
1.53(d), submitted under this section rather than only when notice 
to the nonsigning inventor(s) is returned to the Office undelivered 
or when the address of the nonsigning inventor(s) is unknown. The 
information to be published, after grant of the § 1.47 petition, will 
include: The application number, filing date, invention title and 
name(s) of the nonsigning inventor(s). Letters returned as unde- 
liverable are difficult to match with the related application file, and 
when matched with the file, the applications are burdensome to 
flag as requiring further action by the Office. Accordingly, the 
return of letters is not a desirable means of triggering publication 
of a notice to a nonsigning inventor as to the filing of the 
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application. Furthermore, when a returned letter is used as such a 
trigger, another review of the application must be made for 
returned correspondence. As the best time for review of returned 
letters is after allowance, but before issuance, of an application, 
processing of the application would be delayed and done at a time 
that could be best used for printing related processing require- 
ments. Printing of notice of the filing of all applications wherein § 
1.47 status is granted does not require any such review to be made. 
In order to best balance the obligation of providing notice to 
inventors and efficient processing of applications, notice in the 
Official Gazette of the filing of § 1.47 applications will be prepared 
essentially at the same time that the letter notice is directly sent to 
the nonsigning inventor. 


Paragraphs (a) and (b) of this section are also amended to exclude 
the filing of continued prosecution applications under § 1.53(d) 
from the notice requirement. 


Section 1.47 is also amended for clarification purposes. A refer- 
ence to an “omitted inventor” in § 1.47(a) is replaced with 
“nonsigning inventor.” The statements in § 1.47 paragraphs (a)and 
(b) that a patent will be granted upon a satisfactory showing to the 
Commissioner are deleted as unnecessary. Section 1.47(b) is 
amended to clarify that it applies only where none of the inventors 
are willing or can be found to sign the oath or declaration by 
substitution of “an inventor” by “all the inventors.” The use of 
“must state” in regard to the last known address is deleted as 
redundant in view of the explicit requirement for such address in 
the rule. The sentence in § 1.47(b) referring to the filing of the 
assignment, written agreement to assign or other evidence of 
proprietary interest is deleted as redundant in view of the require- 
ment appearing earlier in § 1.47(b) calling for “proof of pertinent 
facts.” 


Comment 9: One comment believed that the amendment to § 
1.47(b) results in a change in practice permitting an assignee to 
proceed thereunder only where all the inventors refuse to sign, and 
that the assignee should not be precluded from making the 
required declaration where only one inventor refuses to cooperate 
as the other inventors may not have personal knowledge of the 
facts. 


Response: While the specific language of § 1.47(b) is amended to 
recite the condition that “all the inventors refuse to execute an 
application” the prior use of the term “inventor” was intended to 
mean and was interpreted as meaning all inventors. See MPEP 
409.03(b). Accordingiy, the language clarification is not a change 
in practice. 


Although it is unclear as to what particular “facts” the comment is 
addressed to that the other inventors would not have personal 
knowledge of, facts as to the inventorship of the noncooperating 
inventor would better lie with the other inventors who are after all 
required to be joint inventors, 35 U.S.C. 116, and therefore the 
other inventors should have the best knowledge of the facts 
required for a declaration under § 1.63. Any declaration of facts, in 
support of the petition, to show, e.g., that an inventor has refused 
to sign a declaration after having been given an opportunity to do 
so, should be made by someone with first-hand knowledge of the 
events, such as the attorney who presented the inventor with the 
application papers. 


Section 1.48: Section 1.48 provides for correction of inventorship 
in an application (other than a reissue application). Section § 1.324 
provides for correction of inventorship in a patent. Sections § 
1.171 and § 1.175 provide for correction of inventorship in a 
patent via a reissue application. 


Section 1.48 is amended in its title to clarify that the section 
concerns patent applications, other than reissue applications, and 
not patents. Where a patent names an incorrect inventive entity, the 
inventorship error may be corrected by reissue. See MPEP 1402. 
Where a reissue application names an incorrect inventive entity in 
the executed reissue oath or declaration (whether the reissue 
application is filed for the sole purpose or in-part to correct the 
inventorship, or is filed for purposes other than correction of the 
inventorship), a new reissue oath or declaration in compliance with 
§ 1.175 may be submitted with the correct inventorship without a 
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petition under § 1.48. This is because it is the inventorship of the 
patent being reissued that is being corrected (via a reissue 
application). 


35 U.S.C. 251, ¥ 3, provides that the provisions of title 35, U.S.C., 
relating to applications apply to reissue applications. 35 U.S.C. 
116, § 3, authorizes the Commissioner to permit correction of 
inventorship in an application under such terms as the Commis- 
sioner prescribes. The Commissioner has determined that correc- 
tion of inventorship in a reissue application may be accomplished 
under 35 U.S.C. 251 via the reissue oath or declaration, without 
resort to a petition under § 1.48. Therefore, § 1.48 has been 
amended to specifically exclude its applicability to correction of 
inventorship in a reissue application. 


Section 1.48(a) will not require correction of the inventorship if 
the inventorship or other identification under § 1.41 was set forth 
in error on filing of the application. Section 1.48(a) is amended to 
apply only to correction of inventor or inventors, in applications, 
other than reissue applications, from that named in an originally 
filed executed oath or declaration andnot to the naming of 
inventors or others for identification purposes under § 1.41. The 
statement to be submitted will be required only from the person 
named in error as an inventor or from the person who through error 
was not named as an inventor rather than from all the original 
named inventors so as to comply with 35 U.S.C. 116. The 
requirement that any amendment of the inventorship under § 
1.48(a) be “diligently” made has been removed. The applicability 
of a rejection under 35 U.S.C. 102(f) or (g) against an application 
with the wrong inventorship set forth therein and any patent that 
would issue thereon is a sufficient motivation for prompt correc- 
tion of the inventorship without the need for a separate require- 
ment for diligence. 


Comment 10: Two comments expressed opposition to deletion of 
the diligence requirement in § 1.48 paragraphs (a) through (c) in 
that removal thereof would seem to promote delay in correction of 
the inventorship and decrease the importance of having the correct 
inventorship. 


Response: In addition to the motivation noted in the explanation of 
the rules for not allowing a patent to issue with improper 
inventorship, the criteria for correction of the inventorship be- 
comes more restrictive subsequent to issuance under § 1.324 
(having a statutory basis under 35 U.S.C. 256) than under § 1.48(a) 
(having a statutory basis under 35 U.S.C. 116). 35 U.S.C. 256 
requires participation by all the parties including each original 
named inventor, which participation may be harder to obtain after 
the patent has issued. Petitions under § 1.48(a) filed earlier while 
the application is pending may seek waiver under § 1.183 of 
participation of some of the parties needed to participate. Addi- 
tionally, petitions under § 1.48 in pending applications are not 
entered as a matter of right in rejected (the criteria of § 1.116 
applies) or allowed (the criteria of § 1.312 applies) applications. 
See § 1.48(a) and MPEP 201.03. 


A clarifying reference to § 1.634 is added in § 1.48(a) for instances 
when inventorship correction is necessary during an interference 
and has been moved from § 1.48(a)(4) for improved contextual 
purposes. 


The § 1.48(a)(1) statement requires a statement only as to the lack 
of deceptive intent rather than a statement of facts to establish how 
the inventorship error was discovered and how it occurred, since 
the latter requirement is deleted. Additionally, the persons from 
whom a statement is required now includes any person who 
through error was not named as an inventor but limits statements 
from the original named inventors to only those persons named in 
error as inventors rather than all persons originally named as 
inventors including those correctly named. The paragraph is 
amended to remove the requirement that the statement be verified 
in accordance with the change to § 1.4(d)(2) and § 10.18. 


Comment 11: One comment opposed the removal of the Office 
from examining the issue of inventorship as substantive law 
invalidates patents that have issued in the names of incorrect 
inventors and the Office is charged with the duty of examining 
applications for the purpose of denying issue to those applications 
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that do not meet the standards of patentability. Where an oath has 
originally been filed asserting the proper inventor is one entity and 
a subsequent paper asserts that the proper inventor is another, 
under such circumstances “the facts are inherently suspect” and an 
investigation by the Office is warranted and required by statute. 


Response: The amendments to § 1.48 have otherwise received 
overwhelming support. 


The Office has pursued the existence of improper inventorship in 
applications by rejection under 35 U.S.C. 102(f) or (g) and will 
continue to do so independent of the change in the verified 
statement requirements under § 1.48 paragraphs (a) or (c). A 
request to change inventorship, however, often requested by the 
current inventors or assignee on their own initiative is not seen to 
be inherently fraught with deceptive intent as to warrant a close 
and detailed examination absent more. A statement that the error 
was made without deceptive intent is seen to be a sufficient 
investigation complying with the statutory requirement under 35 
U.S.C. 116, particularly as most petitions are eventually granted or 
an application can be refiled naming the new desired inventive 
entity. Refiling of the application to change the inventorship will 
not cause the Office, absent more, to initiate an investigation as to 
the correct inventorship or cause a rejection under 35 U.S.C. 
102(f) or (g) to be made. Additionally, it should be noted that the 
Office views a petition under § 1.48 to be a procedural matter and 
not to represent a substantive determination as to the actual 
inventorship. See MPEP 201.03, Verified Statement of Facts. 


For those situations where there was deceptive intent, the Office is 
lacking certain necessary tools for a thorough inquiry (e.g., 
subpoena authority) to ascertain the truth thereof (as in other 
situations under § 1.28 and § 1.56). However, the inquiry cannot 
be waived by the Office due to the statutory requirement under 35 
U.S.C. 116. There is no other reasonable course of action than to 
accept as an explanation for the execution of a § 1.63 oath or 
declaration setting forth an erroneous inventive entity that the 
inventor did not remember the contribution of the omitted inventor 
at the time the oath or declaration was executed (absent subpoena 
power and inter parties hearings), and therefore further inquiries 
into the matter other than a statement of lack of deceptive intent 
are a waste of Office resources. 


Comment 12: One comment suggested that in limiting the sub- 
mission of a verified statement of facts to only the parties being 
added or deleted as inventors, agreement of the original named 
inventors should also be obtained as is currently done when 
verified statements of facts from ail the original named inventors 
are required. 


Response: Agreement or acquiescence of the original named 
inventors, to the extent that they remain as inventors, to the new 
inventorship will be obtained through the retained requirement that 
the actual inventive entity complete a new oath or declaration 
under § 1.63, which must set forth the new inventive entity. 
Additionally, through the rule changes to this section and § 1.28 
and § 1.175 the Office is decreasing its investigation of claims 
relating to a tack of deceptive intent. The remaining purpose of 
these rules is to force the applicant(s) to merely make an assertion 
as to a lack of deceptive intent thereby permitting subsequent 
reviewers (tribunals or otherwise) to determine, in light of all the 
available facts, whether the applicant(s) complied with the statute. 


Section 1.48(a)(2) is amended for clarification purposes to indicate 
the availability of § 1.42, § 1.43 or § 1.47 in meeting the 
requirement for an executed oath or declaration under § 1.63 from 
each actual inventor. Section |.47 is only applicable to the person 
to be added as an inventor (inventors named in an application 
transmittal letter can be deleted without petition). For those 
persons already having submitted an executed oath or declaration 
under § 1.63, apetition under § 1.183, requesting waiver of 
reexecution of an oath or declaration, may be an appropriate 
remedy. The requirement for an oath or declaration is maintained 
in § 1.48(a) notwithstanding its replacement in § 1.324 for issued 
patents by a statement of agreement or lack of disagreement with 
the requested change in view of the need to satisfy the duty of 
disclosure requirement in a pending application that is set forth in 
a § 1.63 oath or declaration. 





1243 TMOG 520 
(141) 


Section 1.48(a)(4) is amended to include a citation to § 3.73(b) to 
clarify the requirements for submitting a written consent of 
assignee, which is subject to the requirement under § 3.73(b),and 
to delete the reference to an application involved in an interfer- 
ence, which is being moved to § 1.48(a). Section 1.48(a)(4) is also 
amended to clarify that the assignee required to submit its written 
consent is only the existing assignee of the original named 
inventors at the time the petition is filed and not any party that 
would become an assignee based on the grant of the inventorship 
correction. 


Section 1.48(b) is also amended to remove the requirement that a 
petition thereunder be diligently filed. The applicability of a 
rejection under 35 U.S.C. 102(f) or (g) against an application with 
the wrong inventorship set forth therein and any patent that would 
issue thereon is sufficient motivation for prompt correction of the 
inventorship without the need for a separate requirement for 
diligence. 


Section 1.48(b) is amended to have a clarifying reference to § 
1.634 added for instances when inventorship correction is neces- 
sary during an interference. 


Comment 13: A comment noted that the literal wording of § 
1.48(b) permits correction thereunder only where the correct 
inventors were named on filing thereby excluding correction under 
§ 1.48(b) where an incorrect inventorship was named on filing that 
was subsequently corrected under § 1.48(a) and, subsequent to the 
correction prosecution of the application, required additional 
correction under § 1.48(b). 


Response: The comment is accepted and § 1.48(b) has been 
modified to delete “when filed” after “nonprovisional application” 
for clarification purposes. Additionally, the term “originally” in the 
first sentence of paragraph (b) has been replaced with “currently.” 


Section 1.48(c) is amended so that a petition thereunder no longer 
needs to meet the current requirements of § 1.48(a), which are also 
changed. A statement from each inventor being added that the 
inventorship amendment is necessitated by amendment of the 
claims and that the error occurred without deceptive intent is 
required under § 1.48(c)(1) rather than the previous requirement of 
a statement from each original named inventor. The previous 
requirements under § 1.48(a) for an oath or declaration, the written 
consent of an assignee and the written consent of any assignee are 
retained, but are now separately set forth in § 1.48 paragraphs 
(c)(2) through (c)(4). The particular circumstances of a petition 
under this paragraph, adding an inventor due to an amendment of 
the claims that incorporates material attributable to the inventor to 
be added, is seen to be indicative of a lack of deceptive intent in 
the original naming of inventors. Accordingly, all that must be 
averred to is that an amendment of the claims has necessitated 
correction of the inventorship and that the inventorship error 
existing in view of the claim amendment occurred without 
deceptive intent. The previous requirement for diligence in filing 
the petition based on an amendment to the claims is not retained as 
applicants have the right, prior to final rejection or allowance, to 
determine when particular subject matter is to be claimed. Appli- 
cants should note that any petition under § 1.48 submitted after 
allowance is subject to the requirements of § 1.312, and a petition 
submitted after final rejection is not entered as a matter of right. 


Section 1.48(c)(2) is amended to clarify the availability of § 1.42, 
§ 1.43 and § 1.47 in meeting the requirement for an executed oath 
or declaration under § 1.63. Section 1.47 is only applicable to the 
person to be added as an inventor. For those persons already 
having an executed oath or declaration under § 1.63, a petition 
under § 1.183, requesting waiver of reexecution of an oath or 
declaration, may be an appropriate remedy. 


Section 1.48(c)(4) is amended to clarify that the assignee required 
to submit its written consent is only the existing assignee of the 
original named inventors at the time the petition is filed and not 
any party that would become an assignee based on the grant of the 
inventorship correction. A citation to § 3.73(b) is presented. 


Section 1.48(d) is amended by addition of “their part” to replace 
“the part of the actual inventor or inventors” and of “omiited” to 
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replace “actual” to require statements from the inventors to be 
added rather than from all the actual inventors so as to comply 
with 35 U.S.C.116. 


Section 1.48(d)(1) is also clarified to specify that the error to be 
addressed is the inventorship error. It is not expected that the party 
filing a provisional application will normally need to correct an 
error in inventorship under this paragraph by adding an inventor 
therein except when necessary under § 1.78 to establish an overlap 
of inventorship with a continuing application. 


Section 1.48(d)(1) is also amended to remove the requirement that 
the statement be verified in accordance with the change to § 
1.4(d)(2) and § 10.18. 


Section 1.48(e)(1) is amended to replace a requirement in provi- 
sional applications that the required statement be one “of facts” 
directed towards “establishing that the error’ being corrected 
“occurred without deceptive intention,” requiring only a statement 
that the inventorship error occurred without deceptive intent. 
Paragraph (e)(1) is also amended to remove the requirement that 
the statement be verified in accordance with the change to § 
1.4(d)(2) and § 10.18. It is not expected that the party filing a 
provisional application would need to file a petition under this 
paragraph since the application will go abandoned by operation of 
law (35 U.S.C. 111(b)(5)), and the need to delete an inventor will 
not affect the overlap of inventorship needed to claim priority 
under § 1.78(a)(3) for any subsequently filed nonprovisional 
application. 


Section 1.48(e)(3) is amended to clarify that the assignee required 
to submit its written consent is only the prior existing assignee 
before correction of the inventorship is granted and not any party 
that would become an assignee based on the grant of the 
inventorship correction. A reference to § 3.73(b) is added. 


Section 1.48(f) is added to provide that the later filing of an 
executed oath or declaration (or cover sheet (§ 1.51(c)(1)) in a 
provisional application) during the pendency of the application 
would act to correct the inventorship without a specific petition for 
such correction and will be used to further process the application 
notwithstanding any inventorship or other identification name 
earlier presented. 


Section 1.48(g) is added to specifically recognize that the Office 
may require such other information as may be deemed appropriate 
under the particular circumstances surrounding a correction of the 
inventorship. 


Section 1.51: Section 1.51, paragraphs (a)(1) and (a)(2), are 
re-written as § 1.51, paragraphs(b) and (c), respectively, and § 
1.51(b) is re-written as § 1.51(d). Section 1.51(c) covering the use 
of an authorization to charge a deposit account is removed as 
unnecessary in view of § 1.25(b). 


No comments were received regarding the proposed change to § 
351. 


Section 1.52: Section 1.52, paragraphs (a) and (d), are amended to 
remove the requirement that the translation be verified in accor- 
dance with the change to § 1.4(d)(2) and § 10.18. Section 1.52, 
paragraph (c), is amended to remove the reference to § 1.123 
through § 1.125 to: (1) reflect a transfer of material from § 1.123 
and § 1.124 to § 1.121; (2) further clarify that § 1.125 is not a 
vehicle amendment of an application; and (3) to clarify that 
alterations to application papers may be made on, as well as 
before, the signing of the oath or declaration. Section 1.52, 
paragraphs (a) and (d), are also amended to clarify the need for a 
statement that the translation being offered is an accurate transla- 
tion, as in § 1.69(b). 


Comment 14: Two comments were received asking whether the 
attorney can sign the statement that the translation is accurate, and 
how much firsthand knowledge does a practitioner need to know 
that the translation is accurate. 
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Response: The Office will accept a statement that the translation is 
accurate from any party. However, any party signing such state- 
ment must keep in mind the averments that are made under § 
1.4(d) and § 10.18. The actual firsthand knowledge needed by a 
practitioner is that amount of knowledge to comply with the 
averments in § 1.4(d) and § 10.18. 


Comment 15: A comment questioned whether there is any differ- 
ence between the previous language of “verified translation” and 
the present language of “accurate translation.” 


Response: The previous language was directed at a verification 
that the translation is accurate. A verification requirement is now 
unnecessary due to the amendments to § 1.4(d) and § 10.18. Thus, 
§ 1.52(d) is amended to include the more direct term “accurate.” 


Section 1.53: Section 1.53 is amended to include headings for each 
paragraph for purposes of clarity. 


Section 1.53(a) is amended to state that “ny papers received in the 
Patent and Trademark Office which purport to be an application for 
a patent will be assigned an application number for identification 
purposes.” That is, the Office will refer to papers purporting to be 
an application for a patent as an “application” and assign such 
“application” an application number for identification purposes. 
This reference, however, does not imply that such papers meet the 
requirements in § 1.53(b) to be accorded a filing date or constitute 
an “application” within the meaning of 35 U.S.C. 111. 


Section 1.53(b) is amended to provide that: (1) the filing date of an 
application for patent filed under § 1.53(b) is the date on which a 
specification as prescribed by 35 U.S.C. 112 containing a descrip- 
tion pursuant to § 1.7! and at least one claim pursuant to § 1.75, 
and any drawing required by § 1.8i(a) are filed in the Office; (2) 
no new matter may be introduced into an application after its filing 
date; (3) a continuation or divisional application filed by all or by 
fewer than all of the inventors named in a prior nonprovisional 
application may be filed under § 1.53(b) or (d); and (4) a 
continuation or divisional application naming an inventor not 
named in the prior nonprovisional application or a continuation- 
in-part application must be filed under § 1.53(b). 


Section 1.53(c) is amended to provide for provisional applications 
(formerly provided for in § 1.53(b)(2)). Section 1.53(c) includes 
the language of former § 1.53(b)(2), with certain changes for 
purposes of clarity. Section 1.53(c)(i), for example, includes 
language requiring either the provisional application cover sheet 
required by § 1.51(c)(1) or a cover letter identifying the applica- 
tion as a provisional application. The cover letter may be an 
application transmittal letter or some other paper identifying the 
accompanying papers as a provisional application. 


Section 1.53(d) is amended to provide for continued prosecution 
applications. Section 1.53(d)(1) provides that a continuation or 
divisional application, but not a continuation-in-part, of a prior 
nonprovisional application may be filed as a continued prosecution 
application under § 1.53(d), subject to the conditions specified in 
paragraph (d)(1)(i) and (d)(1)(ii). That is, an application under § 
1.53(d) cannot be a continuation-in-part application, and the prior 
application cannot be a provisional application. 


Section 1.53(d)(1)(i) specifies that the prior application be either: 
(1) complete as defined by § 1.51(b) and filed on or after June 8, 
1995: or (2) the national stage of an international application in 
compliance with 35 U.S.C. 371 and filed on or after June 8, 1995. 
The phrase “prior” application in § 1.53(d)(1) means the applica- 
tion immediately prior to the continued prosecution application 
under § 1.53(d), in that a continued prosecution application under 
§ 1.53(d) may claim the benefit under 35 U.S.C. 120, 121, or 
365(c) of applications filed prior to June 8, 1995 so long as the 
application that is immediately prior to the continued prosecution 
application under § 1.53(d) was filed on or after June 8, 1995. 


Section 1.53(d)(1)(ii) specifies that the application under § 1.53(d) 
be filed before the earliest of: (1) payment of the issue fee on the 
prior application, unless a petition under § 1.313(b)(5) is granted 
in the prior application; (2) abandonment of the prior application: 
or (3) termination of proceedings on the prior application. 
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Section 1.53(d)(2) provides that the filing date of a continued 
prosecution application is the date on which a request on a separate 
paper for an application under § 1.53(d) is filed. That is, a request 
for an application under § 1.53(d) cannot be submitted within 
papers filed for another purpose (e.g¢., the filing of a “conditional” 
request for a continued prosecution application within an amend- 
ment after final for the prior application is an improper request for 
a continued prosecution application under § 1.53(d)). 


In addition, a “conditional” request for a continued prosecution 
application will not be permitted. Any “conditional” request for a 
continued prosecution application submitted (as a separate paper) 
with an amendment after final in an application will! be treated as 
an unconditional request for a continued prosecution application of 
such application. This will result (by operation of § 1.53(d)(2)(v)) 
in the abandonment of such (prior) application, and (if so in- 
structed in the request for a continued prosecution application) the 
amendment after final in the prior application will be treated as a 
preliminary amendment in the continued prosecution application. 


Section 1.53(d)(2) further provides that an application filed under 
§ 1.53(d): (1) must identify the prior application (§ 1.53(d)(i)); (2) 
discloses and claims only subject matter disclosed in the prior 
application (i.e., is a continuation or divisional, but not a continu- 
ation-in-part) (§ 1.53(d)(1)(ii)); (3) names as inventors the same 
inventors named in the prior application on the date the application 
under § 1.53(d) was filed, except as provided in § 1.53(d)(4) (§ 
1.53(d)(2)(iii)); (4) includes the request for an application under § 
1.53(d), will utilize the file jacket and contents of the prior 
application, including the specification, drawings and oath or 
declaration, from the prior application to constitute the new 
application, and will be assigned the application number of the 
prior application for identification purposes (§ 1.53(d)(2)(iv)); and 
(5) is a request to expressly abandon the prior application as of the 
filing date of the request for an application under § 1.53(d) (§ 
1.53(d)(2)(v)). 


Section 1.53(d)(3) provides that the filing fee for a continued 
prosecution application filed under § 1.53(d) is: (1) the basic filing 
fee as set forth in § 1.16; and (2) any additional § 1.16 fee due 
based on the number of claims remaining in the application after 
entry of any amendment accompanying the request for an appli- 
cation under § 1.53(d) and entry of any amendments under § 1.116 
not entered in the prior application which applicant has requested 
to be entered in the continued prosecution application. See 35 
U.S.C. 41(a)(1)-(4). 


Section 1.53(d)(4) provides that an application filed under § 
1.53(d) may be filed by fewer than all the inventors named in the 
prior application, provided that the request for an application under 
§ 1.53(d) when filed is accompanied by a statement requesting 
deletion of the name or names of the person or persons who are not 
inventors of the invention being claimed in the new application, 
and that no person may be named as an inventor in an application 
filed under § 1.53(d) who was not named as an inventor in the prior 
application on the date the application under § 1.53(d) was filed, 
except by way of a petition under § 1.48. Thus, an application 
under § 1.53(d) must name as inventors either the same as (§ 
1.53(d)(2)(iii)) or fewer than all of (§ 1.53(d)(4)) the inventors 
named in the prior application. A request for an application under 
§ 1.53(d) purporting to name as an inventor a person not named as 
an inventor in the prior application (even if accompanied by a new 
oath or declaration under § 1.63 listing that person as an inventor) 
will be treated as naming the same inventors named in the prior 
application (§ 1.53(d)(2)(iii)). 


Section 1.53(d)(5) provides that: (1) any new change must be 
made in the form of an amendment to the prior application; (2) no 
amendment in an application under § 1.53(d) (a continued pros- 
ecution application) may introduce new matter or matter that 
would have been new matter in the prior application; and (3) any 
new specification filed with the request for an appiication under § 
1.53(d) will not be considered part of the original application 
papers, but will be treated as a substitute specification in accor- 
dance with § 1.125. Pursuant to the provisions of § 1.53(d)(5), 
where applicant desires entry of an amendment in the application 
under § 1.53(d) that was previously denied entry under § 1.116 in 
the prior application, the applicant must request its entry (and pay 
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any additional claims fee required by § 1.53(d)(3)(ii)) in the 
application under § 1.53(d) prior to action by the Office in the 
application under § 1.53(d). Any amendment submitted with the 
request for an application under § 1.53(d) that seeks to add matter 
that would have been new matter in the prior application will be 
objected to under § 1.53(d), and the applicant will be required to 
cancel the subject matter that would have been new matter in the 
prior application. 


Section 1.53(d)(6) provides that the filing of a continued prosecu- 
tion application under § 1.53(d) will be construed to include a 
waiver of confidentiality by the applicant under 35 U.S.C. 122 to 
the extent that any member of the public who is entitled under the 
provisions of § 1.14 to access to, copies of, or information 
concerning either the prior application or any continuing applica- 
tion filed under the provisions of this paragraph may be given 
similar access to, copies of, or similar information concerning, the 
other application(s) in the application file. 


Section |.53(d)(7) provides that a request for an application under 
§ 1.53(d) is a specific reference under 35 U.S.C. 120 to every 
application assigned the application number identified in such 
request, and that no amendment in a continued prosecution 
application under § 1.53(d) shall delete this specific reference to 
any prior application. That is, other than the identification of the 
prior application in the request required by § 1.53(d) for a 
continued prosecution application, a continued prosecution appli- 
cation needs no further identification of or reference to the prior 
application (or any prior application assigned the application 
number of such application under § 1.53(d)) under 35 U.S.C. 120 
and § 1.78(a)(2). 


Section 1.53(d)(8) provides that in addition to identifying the 
application number of the prior application, applicant is urged to 
furnish in the request for an application under § 1.53(d) the 
following information relating to the prior application to the best 
of his or her ability: (1) title of invention; (2) name of applicant(s); 
and (3) correspondence address. 


Section 1.53(d)(9) provides that: (1) envelopes containing only 
requests and fees for filing an application under § 1.53(d) should 
be marked “Box CPA” and (2) requests for an application under § 
1.53(d) filed by facsimile transmission should be clearly marked 
“Box CPA.” 


Section 1.53(e)(1) provides that if an application deposited under 
§ 1.53 paragraphs (b), (c), or (d) does not meet the respective 
requirements in § 1.53 paragraphs (b), (c), or (d) to be entitled to 
a filing date, applicant will be so notified, if a correspondence 
address has been provided, and given a time period within which 
to correct the filing error. 


Section 1.53(e)(2) provides that: (1) any request for review of a 
notification pursuant to § 1.53(e)(1), or a notification that the 
original application papers lack a portion of the specification or 
drawing(s), must be by way of a petition pursuant to § 1.53(e); (2) 
any petition under § 1.53(e) must be accompanied by the fee set 
forth in § 1.17(i) in an application filed under § 1.53 paragraphs (b) 
or (d), and the fee set forth in § 1.17(q) in an application filed 
under § 1.53(c); and (3) in the absence of a timely (§ 1.181(f)) 
petition pursuant to this paragraph, the filing date of an application 
in which the applicant was notified of a filing error pursuant to 
paragraph (e)(1) of this section will be the date the filing error is 
corrected. 


Section 1.53(e)(3) provides that if an applicant is notified of a 
filing error pursuant to § 1.53(e)(1), but fails to correct the filing 
error within the given time period or otherwise timely (§ 1.181(f)) 
take action pursuant to § 1.53(e)(2), proceedings in the application 
will be considered terminated, and that where proceedings in an 
application are terminated pursuant to § 1.53(e)(3), the application 
may be disposed of, and any filing fees, less the handling fee set 
forth in § 1.21(n), will be refunded. 


Section 1.53(f) is amended to include the language of former § 
1.53(d)(1) and to provide that the oath or declaration required for 
a continuation or divisional application under § 1.53(b) may be a 
copy of the executed oath or declaration filed in the prior 
application (under § 1.63(d)). 
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Section 1.53 paragraphs (g), (h), (i), and (j) are added and include 
the language of former § 1.53 paragraphs (d)(2), (e)(1), (e)(2), and 
(f), respectively. 


Comment 16: The majority of the comments supported the 
deletion of § 1.60 and § 1.62 in favor of the proposed amendment 
to § 1.53. 


Response: The Office is deleting § 1.60 and § 1.62 in favor of an 
amended § 1.53. 


Comment 17: Several comments suggested that the Office adopt a 
continued prosecution procedure for applications filed on or after 
June 8, 1995 similar to the practice set forth in § 1.129(a), rather 
than the continued prosecution application practice set forth in § 
1.53(d). 


Response: Section 532(a)(2)A) of Pub. L. 103-465 provides 
specific authorization for the practice set forth in § 1.129(a). There 
is currently no statutory authority for the Office to simply charge 
the patent fees set forth in 35 U.S.C. 41(a) for further examination 
of an application. 35 U.S.C. 41(d) would authorize the Office to 
further examine an application for a fee that recovers the estimated 
average cost to the Office of such further examination; however, as 
35 U.S.C. 41(h) is applicable only to fees under 35 U.S.C. 41(a) 
and (b), the Office would not be authorized to provide a small 
entity reduction in regard to such fee. Thus, the only mechanism 
by which the Office may provide further examination for a fee to 
which the small entity reduction is applicable is via a continuing 
application. 


Section 209 of H.R. 3460, 104th Cong., 2d Sess. (1996), would 
have provided statutory authority for the further reexamination of 
an application for a fee to which the small entity reduction was 
applicable. Section 209 of H.R. 400, 105th Cong., Ist Sess. (1997), 
ifenacted, will provide statutory authority for the further reexami- 
nation of an application for a fee to which the small entity 
reduction will be applicable. 


Comment 18: One comment stated that the combination of § 1.53, 
§ 1.60, and § 1.62 into a single § 1.53 was complex and confusing. 
Another comment suggested that § 1.53 be split into a number of 
sections, or that headings be used in § 1.53 in the manner that 
headings are used in § 1.84 and § 1.96 


Response: Placing the provisions of § 1.53 into multiple sections, 
rather than multiple paragraphs of a single section, would not 
result in a simplification of its provisions. The Office considers it 
appropriate to place the filing provisions concerning all applica- 
tions (nonprovisional, provisional, and continued prosecution) into 
a single section to reduce the confusion as to the filing require- 
ments for any application for patent. Section 1.53 as adopted 
includes headings in each paragraph of § 1.53 to indicate the 
subject to which each of these paragraphs pertains. 


Comment 19: One comment suggested amending § 1.53 to require 
applicants to indicate changes to the disclosure in a continuation or 
divisional application. 


Response: The suggestion is not adopted. The Office did not 
propose to amend § 1.53 to require applicants to indicate changes 
to the disclosure in any continuing application. Thus, adopting a 
change to impose this additional burden on an applicant is not 
considered appropriate in this Final Rule. 


Comment 20: One comment suggested that the Office permit 
applicants to file a statement requesting deletion of an inventor in 
a continuation or divisional application any time prior to or 
coincident with the mailing of an issue fee payment. The comment 
questioned whether the time period in § 1.53(e)(1) addresses this 
issue. 


Response: Unless a statement requesting the deletion of the names 
of the person or persons who are not inventors in the continuation 
or divisional application accompanies the copy of the executed 
oath or declaration submitted in accordance with § 1.63(d) in an 
application filed pursuant to § 1.53(b), or accompanies the request 
for an application under § 1.53(d) in an application filed pursuant 
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to § 1.53(d), the inventorship of the continuation or divisional 
application filed under § 1.53(b) using a copy of the oath or 
declaration of the prior application pursuant to § 1.63(d) or filed 
under § 1.53(d) will be considered identical to that in the prior 
application, and correction of the inventorship (if appropriate) 
must be by way of § 1.48. Identification of the inventorship is 
necessary to the examination of an application (e.g., 35 U.S.C. 
102(f) and (g)). As such, the Office must require identification of 
the inventorship prior to examination of an application. 


Section 1.53(e)(1) applies in those instances in which papers filed 
as an application under § 1.53(b), (c), or (d) do not meet the 
respective requirements of § 1.53(b), (c), or (d) to be entitled to a 
filing date. Submitting an oath or declaration is not a filing date 
issue, and naming the inventors is no longer a filing date issue. 
Thus, the provisions of § 1.53(e) do not apply to the filing of a 
statement requesting deletion of an inventor in a continuation or 
divisional application. 


Comment 21: One comment questioned whether § 1.53(d) applies 
only to applications filed on or after June 8, 1995, and questioned 
whether § 1.53(d) should be made applicable to pending applica- 
tions filed prior to June 8, 1995. The comment also questioned the 
relationship between § 1.129(a) and § 1.53(d). 


Response: Section 1.53(d), by its terms, permits the filing of a 
continuation or divisional thereunder of only a nonprovisional 
application that, inter alia, is either: (1) complete as defined by § 
1.51(b) and filed on or after June 8, 1995 or; (2) resulted from 
entry into the national stage of an international application in 
compliance with 35 U.S.C. 371 filed on or after June 8, 1995. 
While § 1.53(d) and § 1.129(a) both provide for the continued 
prosecution of an application, these sections are distinct in that 
they apply to a virtually mutually exclusive class of applications 
and have separate requirements (e.g., a request for a § 1.53(d) 
application may be filed subsequent to the filing of an appeal brief, 
so long as the request is filed before the earliest of: (1) payment of 
the issue fee on the prior application, unless a petition under § 
1.313(b)(S) is granted in the prior application; (2) abandonment of 
the prior application; or (3) termination of proceedings on the prior 
application). 


Comment 22: One comment suggested that the rules of practice 
permit the execution of copies of an oath or declaration by fewer 
than all of the inventors, without cross-reference to the other 
copies to facilitate contemporaneous executions by geographically 
separated inventors. 


Response: The suggestion is not adopted. Section 1.63(a)(3) 
requires that an oath (or declaration), inter alia, identify each 
inventor. The rules of practice permit inventors to execute separate 
oaths (or declarations), so long as each oath (or declaration) sets 
forth all of the inventors (the necessary cross-reference). That is, § 
1.63(a)(3) prohibits the execution of separate oaths (or declara- 
tions) in which each oath (or declaration) sets forth only the name 
of the executing inventor. An amendment to the rules of practice to 
permit an inventor to execute an oath or declaration that does not 
set forth each inventor would not only lead to confusion as to the 
inventorship of an application, but would be inconsistent with the 
requirement in 35 U.S.C. 115 that the applicant make an oath (or 
declaration) that the applicant believes himself (or herself) to be 
the original and first inventor of the subject matter for which a 
patent is sought, as the oaths or declarations would conflict as to 
the inventorship of the application. 


Comment 23: Several comments suggested that the statement 
required under 35 U.S.C. 120 in a continued prosecution applica- 
tion will be confusing as the continued prosecution application 
will have the same application number as the prior application. 
One comment indicated that this will cause confusion: (1) as to 
which application is being referenced in a 35 U.S.C. 120 statement 
in the divisional application when a divisional application under § 
1.53(b) and a continued prosecution application filed under § 
1.53(d) are filed from the same prior application; and (2) in 
docketing applications as most commercially available software 
identify applications by application number. Another comment 
questioned what sentence was required pursuant to § 1.78(a)(2) in 
a continued prosecution application. 
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Response: 35 U.S.C. 120 provides that an application may obtain 
the benefit of the filing date of an earlier filed application if, inter 
alia, the application “contains or is amended to contain a specific 
reference to the earlier filed application.” Section § 1.78(a) 
requires that this specific reference be in the first sentence of the 
specification and identify each earlier filed application by appli- 
cation number or international application number and interna- 
tional filing date and relationship of the applications. Thus, while 
a “specific reference to the earlier filed application” is a require- 
ment of statute (35 U.S.C. 120), the particulars of this specific 
reference (by application number, filing date, and relationship) is a 
requirement of regulation ( § 1.78(a)), not the patent statute. 


The purpose of the “specific reference” requirement of 35 U.S.C. 
120 is to provide notice to the public of the filing date upon which 
a patentee may rely to support the validity of the patent: 


(35 U.S.C. 120] embodies an important public policy. The infor- 
mation required to be disclosed is information that would enable a 
person searching the records of the Patent Office to determine with 
a minimum of effort the exact filing date upon which a patent 
applicant is relying to support the validity of his application or the 
validity of a patent issued on the basis of one of a series of 
applications. In cases such as this, in which two or more 
applications have been filed and the validity of a patent rests upon 
the filing date of an application other than that upon which the 
patent was issued, a person, even if he had conducted a search of 
the Patent Office records, could unwittingly subject himself to 
exactly this type of infringement suit unless the later application 
adequately put him on notice that the applicant was relying upon 
a filing date different from that stated in the later application. 


Sampson v. Ampex Corp., 463 F.2d 1042, 1045, 174 USPQ 417, 
419 (2d Cir. 1972); see also Sticker Indus. Supply Corp. v. 
Blaw-Knox Co., 405 F.2d 90, 93, 160 USPQ 177, 179(7th Cir. 
1968) (“Congress may well have thought that [35 U.S.C.] 120 was 
necessary to eliminate the burden on the public to engage in long 
and expensive search of previous applications in order to deter- 
mine the filing date of a later patent . . . . The inventor is the person 
best suited to understand the relation of his applications, and it is 
no hardship to require him to disclose this information”). 


To reduce the delay in processing a continued prosecution appli- 
cation, the Office will maintain in its records (e.g., in the Patent 
Application Locating and Monitoring (PALM) records for an 
application) for identification purposes the application number and 
filing date of the prior application. Thus, in a continued prosecu- 
tion application, the application number of the continued prosecu- 
tion application will be the application number of the prior 
application, and the filing date indicated on any patent issuing 
from a continued prosecution application will be the filing date of 
the prior application (or, in a chain of continued prosecution 
applications, the filing date of the application immediately preced- 
ing the first continued prosecution application in the chain). In 
addition, as a continued prosecution application will use the file 
wrapper of the prior application, the prior application will be 
available upon inspection of the continued prosecution application. 


Unless excepted from § 1.78(a)(2), the first sentence of a contin- 
ued prosecution application would consist of a reference to that 
application as a continuation or divisional of an application having 
the identical application number and the effective filing date of (the 
filing date to be printed on any patent issuing from) the continued 
prosecution application. Such a sentence would provide no useful 
information to the public. 


Therefore, § 1.53(d)(7) as adopted provides that a request for an 
application under § 1.53(d) is a specific reference under 35 U.S.C. 
120 to every application assigned the application number identi- 
fied in such request, and § 1.78(a)(2) as adopted provides that the 
request for a continued prosecution application under § 1.53(d) is 
the specific reference under 35 U.S.C. 120 to the prior application. 
That is, the continued prosecution application includes the request 
for an application under § 1.53(d) (§ 1.53(d)(2)(iv)), and the 
recitation of the application number of the prior application in such 
request (as required by § 1.53(d)) is the “specific reference to the 
earlier filed application” required by 35 U.S.C. 120. No further 
amendment to the specification is required by 35 U.S.C. 120 or § 
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1.78(a) for a continued prosecution application for such continued 
prosecution application to contain the required specific reference 
to the prior application, as well as any other application assigned 
the application number of the prior application (e.g., in instances 
in which a continued prosecution application is the last in a chain 
of continued prosecution applications). 


Where an application claims a benefit under 35 U.S.C. 120 of a 
chain of applications, the application must make a reference to the 
first (earliest) application and every intermediate application. See 
Sampson, 463 F.2d at 1044-45, 174 USPQ at 418-19; Sticker 
Indus. Supply Corp., 405 F.2d at 93, 160 USPQ at 179; Hovlid v. 
Asari, 305 F.2d 747, 751, 134 USPQ162, 165 (9th Cir. 1962); see 
also MPEP 20§ 1.11. In addition, every intermediate application 
must also make a reference to the first (earliest) application and 
every application after the first application and before such 
intermediate application. 


In the situation in which there is a chain of continued prosecution 
applications, each continued prosecution application in the chain 
will, by operation of § 1.53(d)(7), contain the required specific 
reference to its immediate prior application, as well as every other 
application assigned the application number identified in such 
request. Put simply, a specific reference to a continued prosecution 
application by application number and filing date will constitute a 
specific reference to: (1) the non-continued prosecution applica- 
tion originally assigned such application number (the prior appli- 
cation as to the first continued prosecution application in the 
chain); and (2) every continued prosecution application assigned 
the application number of such non-continued prosecution appli- 
cation. 


Where the non-continued prosecution application originally as- 
signed such application number itself claims the benefit of a prior 
application or applications under 35 U.S.C. 120, 121, or 365(c), § 
1.78(a)(2) continues to require that such application contain in its 
first sentence a reference to any such prior application(s). As a 
continued prosecution application uses the specification of the 
prior application, such a specific reference in the prior application 
(as to the continued prosecution application) will constitute such a 
specific reference in the continued prosecution application, as well 
as every continued prosecution application in the event that there 
is a chain of continued prosecution applications. 


Where an applicant in an application filed under § 1.53(b) seeks to 
claim the benefit of an application filed under § 1.53(d) under 35 
U.S.C. 120 or 121 (as a continuation, divisional, or continuation- 
in-part), § 1.78(a)(2) requires a reference to the continued pros- 
ecution application by application number in the first sentence of 
such application. Section § 1.78(a)(2) has been amended to also 
provide that “[t}he identification of an application by application 
number under this section is the specific reference required by 35 
U.S.C. 120 to every application assigned that application number.” 
Thus, where a referenced continued prosecution application is in a 
chain of continued prosecution applications, this reference will 
constitute a reference under 35 U.S.C. 120 and § 1.78(a)(2) to 
every continued prosecution application in the chain as well as the 
non-continued prosecution application originally assigned such 
application number. 


Therefore, regardless of whether an application is filed under § 
1.53(b) or (d), a claim under 35 U.S.C. 120 to the benefit of a 
continued prosecution application is, by operation of § 1.53(d)(7) 
and § 1.78(a)(2), a claim to every application assigned the 
application number of such continued prosecution application. In 
addition, applicants will not be permitted to choose to delete such 
a claim as to certain applications assigned that application number 
(e.g., for patent term purposes). 


Finally, while it is recognized that using a common application 
number (and file wrapper) for a continued prosecution application 
and its prior application (which may also be a continued prosecu- 
tion application) will necessitate docketing modifications (as well 
as the Office’s PALM system), the burden of such modifications is 
outweighed by the benefits that will result from the elimination of 
the initial processing of such applications. 
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Comment 24: One comment suggested that the phrase “now 
refiled” be used in lieu of “now abandoned” to reflect the status of 
the prior application 


Response: Under 35 U.S.C. 120, the status of an application is one 
of three conditions: (1) pending; (2) patented; or (3) abandoned. 
See In re Morganroth, 6 USPQ2d 1802, 1803 (Comm’r Pat. 1988). 
As the filing of a continued prosecution application under § 
1.53(d) operates to expressly abandon the prior application under 
§ 1.53(d)(2)(v), the status of the prior application is appropriately 
designated as “abandoned.” 


Comment 25: Several comments suggested that the proposed 
continued prosecution application practice be made applicable in 
instances in which the prior application was filed prior to June 8, 
1995, to expedite the prosecution of such applications 


Response: Permitting the continued prosecution application prac- 
tice to be applicable in instances in which the prior application was 
filed prior to June 8, 1995, would result in confusion as to whether 
the patent issuing from the continued prosecution application is 
entitled to the provisions of 35 U.S.C. 154(c). As the continued 
prosecution application practice was not in effect prior to June 8, 
1995, no patent issuing from a continued prosecution application 
is entitled to the provisions of 35 U.S.C. 154(c). 


As discussed supra, the application number of a continued 
prosecution application will be the application number of the prior 
application, and the filing date indicated on any patent issuing 
from a continued prosecution application will be the filing date of 
the prior application (or, in a chain of continued prosecution 
applications, the filing date of the application immediately preced- 
ing the first continued prosecution application in the chain). Thus, 
any patent issuing from a continued prosecution application, where 
the prior application was filed prior to June 8, 1995, will indicate 
that the filing date of the application for that patent was prior to 
June 8, 1995, which will confuse the public (and possible the 
patentee) into believing that such patent is entitled to the provi- 
sions of 35 U.S.C. 154(c). 


The Office has implemented 532(a)(2)(A) of Pub. L. 103-465 in § 
1.129(a) to conclude the examination of applications pending at 
least two years as of June 8, 1995, taking into account any 
reference made in such application to any earlier filed application 
under 35 U.S.C. 120,121, and 365(c). Further examination of any 
application may be obtained via the filing of a continuing 
application under § 1.53(b). Requiring applications filed prior to 
June 8, 1995, that are not eligible for the transitional procedure set 
forth in § 1.129(a) to obtain further examination via the filing of a 
continuing application under § 1.53(b) is a reasonable requirement 
to avoid confusion as to whether a patent issuing from a continued 
prosecution (§ 1.53(d)) application is entitled to the provisions of 
35 U.S.C. 154(c). 


Comment 26: One comment suggested that the phrase “most 
immediate prior national application” rather than “prior applica- 
tion” was confusing. The comment further stated that if the prior 
application was one filed under § 1.62, there is no copy in that 
complete application of the (oath or) declaration filed in the 
application under § 1.62. 


Response: The phrase “most immediate prior national application 
for which priority is claimed under 35 U.S.C. 120, 121 or 365(c)” 
is changed to “prior application.” An application under § 1.53(d), 
§ 1.60, or § 1.62 must ultimately be a continuing application of an 
application filed under § 1.53(b). Where the prior application is an 
application under § 1.60, the oath or declaration is the copy of the 
oath or declaration from the prior application vis-a-vis the appli- 
cation under § 1.60 submitted in accordance with § 1.60(b)(2). 
Where the prior application is an application under § 1.62 or § 
1.53(d), the oath or declaration is the oath or declaration from the 
prior application vis-a-vis the application under § 1.62 or § 
1.53(d). Where there is a chain of applications under § 1.62 or § 
1.53(d) preceding the prior application to an application under § 
1.53(d), the oath or declaration of the prior application will be the 
oath or declaration of the application under § 1.53 or § 1.60 
immediately preceding the chain of applications under § 1.62 or § 
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1.53(d), as each application in the chain of applications under § 
1.62 or § 1.53(d) utilizes the oath or declaration of the prior 
application. 


Comment 27: One comment suggested that applications filed 
under § 1.53(d) should be taken up as amended applications, rather 
than as newly filed applications. 


Response: The comment implies that taking up a continued 
prosecution application as an amended application may result in 
the examiner acting on the application in a more timely manner 
than if the application were accounted for as a new application. 
The matter is under consideration along with other administrative 
issues, and a decision shall be made in due course. 


Comment 28: One comment suggested that § 1.129(a) be amended 
SO as not to be limited to applications under final rejection, such 
that an applicant in an application in which a notice of allowance 
under § 1.311 has been mailed may obtain entry of an information 
disclosure statement without regard to the requirements of § 
1.97(d). 


Response: The Notice of Proposed Rulemaking did not propose to 
amend § 1.129(a). While the language of 532(a)(2)(A) of Pub. L. 
103-465 does not expressly exclude the further examination of an 
application that has been allowed (as opposed to an application 
under a final rejection), 102(d) of Pub. L. 103-465 provides that 
“he statement of administrative action approved by the Congress 
under section 101(a) shall be regarded as an authoritative expres- 
sion by the United States concerning the interpretation and 
application of the Uruguay Round Agreements and this Act in any 
judicial proceeding in which a question arises concerning such 
interpretation or application.” The statement of administrative 
action specifies that such further examination is to facilitate the 
completion of prosecution of applications pending before the 
Office, and to permit applicants to present a submission after the 
Office has issued a final rejection on an application. See H.R. Rep. 
826(i), 103rd Cong., 2nd Sess. 1005-06, reprinted in 1984 U.S.C- 
.C.A.N. 3773, 4298. 


Upon mailing of a notice of allowance under § 1.311, prosecution 
of an application before the Office is concluded. The proposed 
amendment to obtain further examination pursuant to § 1.129(a) 
after allowance would nullify (rather than facilitate) the comple- 
tion of prosecution of the above-identified application, and, as 
such, would be inconsistent with the purpose for the provisions of 
532(a)(2)(A) of Pub. L. 103-465. 


Comment 29: One comment questioned how the filing of a 
continued prosecution application would result in less delay than 
the filing of a continuing application under § 1.53(b), as a 
continued prosecution application would be subject to pre-exami- 
nation processing delays. 


Response: The Office will not issue a new filing receipt for a 
continued prosecution application under § 1.53(d). See § 1.54(b). 
By not issuing a filing receipt for a continued prosecution 
application, the Office will be able to perform the pre-examination 
of any continued prosecution application in the examining group 
to which the prior application was assigned. Likewise, § |.6(d) has 
been amended to permit an applicant to file a continued prosecu- 
tion application under § 1.53(d) by facsimile, and the use of this 
means of filing a continued prosecution application will avoid the 
delay inherent in routing an application (or any paper) from the 
mailroom to the appropriate examining group. These provisions 
will enable the Office to process a continued prosecution applica- 
tion in the manner that a submission under § 1.129(a) is processed. 


Comment 30: One comment questioned whether the filing date of 
a continued prosecution application is the filing date for determin- 
ing patent term, or is significant only in establishing copendency. 
Another comment questioned what filing date was relevant for 
determining patent term. 


Response: Notwithstanding that a continued prosecution applica- 
tion is assigned the application number of the prior application, the 
filing date of the continued prosecution application is the date on 
which the request for such continued prosecution application was 
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filed (§ 1.53(d)). While the filing date of the continued prosecution 
application is relevant to establishing the copendency required by 
35 U.S.C. 120 and § 1.78(a) between the continuedprosecution 
application and the prior application, the filing date of a continued 
prosecution application will never be relevant to the term under 35 
U.S.C. 154(b) of any patent issuing from the continued prosecu- 
tion application. 


Any continued prosecution application under § 1.53(d) will be 
filed on or after June 8, 1995, and will claim the benefit of an 
earlier application as a continuation or divisional application. 
Section 1.53(d)(7) specifically provides that: 


A request for an application under this paragraph is the specific 
reference required by 35 U.S.C. 120 to every application assigned 
the application number identified in such request. No amendment 
in an application under this paragraph shall delete this specific 
reference to any prior application. 


Thus, an application under § 1.53(d) cannot be amended to delete 
the specific reference to the prior application, as well as the 
specific reference to any application to which the prior application 
contains a specific reference under 35 U.S.C. 120, 121, and 365(c). 
As an application under § 1.53(d) will also contain a specific 
reference to at least one other application under 35 U.S.C. 120, 
121, and 365(c), the expiration date under 35 U.S.C. 154(b)(2) of 
any patent issuing from the application under § 1.53(d) will be 
based upon the filing date of the prior application (or the earliest 
application to which the prior application contains a specific 
reference under 35 U.S.C. 120, 121, and 365(c)). 


Comment 31: One comment argued that the Office should address 
not only the filing requirements for continuing applications, but 
also the cause of the filing of continuing applications. The 
comment specifically argued that the current second action final 
practice should be reevaluated as an applicant no longer has an 
incentive to delay the prosecution of an application due to Pub. L. 
103-465. 


Response: The suggestion is being taken under advisement as part 
of a comprehensive effort by the Office to reengineer the entire 
patent process. However, it should be noted that any changes to the 
current second action final practice to provide additional exami- 
nation of an application prior to a final Office action would 
necessitate a corresponding increase in patent fees. 


Comment 32: One comment suggested that the Office simply 
eliminate the “true copy” requirement of § 1.60, rather than add 
new provisions permitting the use of a copy of the oath or 
declaration of a prior application. The comment also suggested 
that the Office simply amend § 1.62 to eliminate the requirement 
that the Office assign a new application number to the application, 
rather than add a new § 1.53(d). 


Response: The amendments to § 1.53 do not simply make minor 
changes to § 1.60 and § 1.62. Sections § 1.60 and § 1.62 are 
anachronisms that have outlived their usefulness. A significant 
number of applications filed under § 1.60 do not meet the 
requirements of § 1.60 (and, as such are improper), but would be 
proper under § 1.53 (in the absence of a reference to § 1.60). The 
elimination of § 1.60 will result in a reduction in the Office’s 
burden in treating and the applicant’s burden in correcting these 
improper applications under § 1.60, as such applications would 
generally have been proper applications if filed under § 1.53 
(without a reference to § 1.60). Section 1.63(d) retains most of the 
benefits of § 1.60, but eliminatesthe filing “traps” of § 1.60. 


Section 1.62 practice also causes problems concerning its prohi- 
bition against including a new or substitute specification, and its 
permitting the filing of a continuation-in-part. To avoid continued 
prosecution application practice under § 1.53(d) being confused 
with the former file-wrapper-continuation practice under § 1.62, 
the Office has deemed it advisable to use a new § 1.53(d) rather 
than § 1.62 in regard to continued prosecution application practice. 


Comment 33: One comment stated that the Office should anticipate 
the filing of applications containing a reference to § 1.60 or § 1.62 
for some period. 
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Response: That applications containing a reference to § 1.60 or § 
1.62 will continue to be filed has been anticipated. The treatment 
of such applications is discussed infra with respect to the elimi- 
nation of § 1.60 and § 1.62. 


Comment 34: One comment stated that the safeguard in § 1.60 
concerning the filing of an application lacking all of the pages of 
specification or sheets of drawings of the prior application has not 
been retained in § 1.53(b). The comment suggested that § 1.53 
contain a presumption that a continuation or divisional be pre- 
sumed, absent evidence to the contrary, to be the filing of an 
application identical to the prior application. 


Response: The Court of Customs and Patent Appeals (CCPA) has 
held that a mere reference to another application, patent, or 
publication is not an incorporation of anything therein into the 
application containing such reference. See In re de Seversky, 474 
F.2d 671, 177 USPQ144 (CCPA 1973); see also Dart Industries v. 
Banner, 636 F.2d 684, 207 USPQ 273 (CCPA1980) (related 
decision). These decisions relied upon Jn re Lund, 376 F.2d 982, 
153 USPQ625 (CCPA 1967), which considered the incorporation 
by reference issue in the context of whether a prior art patent 
adequately incorporated by reference a prior application. The 
court, in Lund, specifically stated: 


There is little in the term “continuation-in-part” which would 
suggest to the reader of the patent that a disclosure of the nature of 
Example 2 is present in the earlier application and should be 
considered a part of the patent specification. Thus, we cannot agree 
that the subject matter of claim 3 is tacitly “described” in the 
Margerison patent within the meaning of 102(e). /d. at 989, 153 
USPQ 631-32 (footnote discussing the definition of “continuation- 
in-part” as set forth in MPEP 201.08 omitted). While the holdings 
in Dart Industries, de Seversky and Lund appear to be based upon 
the definitions of the various categories of continuing applications 
set forth in the MPEP (and thus could be changed by a revision to 
the MPEP), the Office is not at this time inclined to disturb settled 
law in this area. 


Nevertheless, an applicant may incorporate by reference the prior 
application by including, in the continuing application-as-filed, a 
statement that such specifically enumerated prior application or 
applications are “hereby incorporated herein by reference.” The 
inclusion of this incorporation by reference of the prior applica- 
tion(s) will permit an applicant to amend the continuing applica- 
tion to include any subject matter in such prior application(s), 
without the need for a petition. 


Section 1.54: Section 1.54(b) is amended to add the phrase “unless 
the application is an application filed under § 1.53(d).” To 
minimize application processing delays in applications filed under 
§ 1.53(d), such applications will not be processed by the Office of 
Initial Patent Examination as new applications. 


No comments were received regarding the proposed change to § 
1.54. 


Section 1.55: Section 1.55(a) is amended to remove the require- 
ment that the statement be verified in accordance with the change 
to § 1.4(d)(2) and § 10.18. 


No comments were received regarding the proposed change to § 
1.55. 


Section 1.59: Section 1.59 is amended: (1) by revising the title to 
indicate that expungement of information from an application file 
would come under this section; (2) by revising the existing 
paragraph and designating it as paragraph (a)(1); and (3) by adding 
paragraphs (a)(2),(b) and (c). Section 1.59(a)(1) retains the general 
prohibition on the return of information submitted in an applica- 
tion, but no longer limits that prohibition to an application that has 
been accorded a filing date under § 1.53. The portion of the 
paragraph relating to the Office furnishing copies of application 
papers has been shifted to new paragraph (c). Section 1.59(a)(2) 
makes explicit that information, forming part of the original 
disclosure (i.e., written specification including the claims, draw- 
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ings, and any preliminary amendment specifically incorporated 
into an executed oath or declaration under § 1.63 and § 1.175) will 
not be expunged from the application file 


Section 1.59(b) provides an exception to the general prohibition of 
paragraph (a) on the expungement and return of information and 
would allow for such when it is established to the satisfaction of 
the Commissioner that the requested expungement and return is 
appropriate. Section 1.59(b) covers the current practice set forth in 
MPEP 724.05 where information is submitted as part of an 
information disclosure statement and the submitted information 
has initially been identified as trade secret, proprietary, and/or 
subject to a protective order and where applicant may file a 
petition for its expungement and return that will be granted upon 
a determination by the examiner that the information is not 
material to patentability. Any such petition should be submitted in 
reply to an Office action closing prosecution so that the examiner 
can make a determination of materiality based on a closed record. 
Any petition submitted earlier than close of prosecution may be 
dismissed as premature or returned unacted upon. In the event 
pending legislation for pre-grant publication of applications, which 
provides public access to the application file, is enacted, then the 
timing of petition submissions under this section will be reconsid- 
ered. 


Petitions to expunge were formerly considered under § 1.182, with 
the Office of Petitions consulting with the examiner on the 
materiality of the information at issue prior to rendering a decision. 
A possible result of the amendment to § 1.59 would be to have 
petitions under § 1.59 to expunge simply decided by the examiner 
who determines the materiality of the information. 


Comment 35: One comment suggested that petitions to expunge 
under § 1.59 should be decided by Group Directors or officials in 
the Office of Petitions, rather than by examiners. The comment 
argued that any individual examiner would decide such a petition 
so rarely that it would be difficult to produce uniform and 
consistent decisions. 


Response: The preamble has been amended to reflect that a 
possible result of the rule change is to have petitions under § 1.59 
decided by the examiners. The heart of most petitions to expunge 
is a determination as to whether the material sought to be 
expunged is material to examination, a matter that is now referred 
to examiners prior to a decision on the petition. Given the major 
role examiners now play in expungement matters, it is not clear 
why examiners would be rendering inconsistent decisions, particu- 
larly as so many other matters are routinely assigned to examiners 
including petitions under § 1.48. Nevertheless, the comment is not 
germane to § 1.59 as proposed (or adopted), but concerns the 
internal Office delegation of such petitions for consideration. 
Moreover, a petition to expunge a part of the original disclosure 
would have to be filed under § 1.183 and would continue to be 
decided in the Office of Petitions. 


Comment 36: A comment in requesting some examples of things 
that may be expunged asked whether a design code listing as an 
appendix in an application may be expunged. 


Response: The standard set forth in paragraph (b) of § 1.59 permits 
information other than what is enumerated in paragraph (a) of the 
section to be expunged if it is established to the satisfaction of the 
Commissioner that the return of the information is appropriate. 
The types of information and rationales why the information may 
be returned are varied and will be evaluated on a case-by-case 
basis with the basic inquiry being whether the information is 
material to examination of the application. However, to the extent 
that an appendix to a specification of an application is considered 
part of the original disclosure it cannot be expunged from the file 
under § 1.59(a)(2). 


Section 1.59(b) also covers information that was unintentionally 
submitted in an application, provided that: (1) the Office can effect 
such return prior to the issuance of any patent on the application in 
issue; (2) it is stated that the information submitted was uninten- 
tionally submitted and the failure to obtain its return would cause 
irreparable harm to the party who submitted the information or to 
the party in interest on whose behalf the information was submit- 
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ted; (3) the information has not otherwise been made public; (4) 
there is a commitment on the part of the petitioner to retain such 
information for the period of any patent with regard to which such 
information is submitted; and (5) it is established to the satisfac- 
tion of the Commissioner that the information to be returned is not 
material information under § 1.56. A request to return information 
that has not been clearly identified as information that may be later 
subject to such a request by marking and placement in a separate 
sealed envelope or container shall be treated on a case-by-case 
basis. It should be noted that the Office intends to start electronic 
scanning of all papers filed in an application, and the practicality 
of expungement from the electronic file created by a scanning 
procedure is not as yet determinable. Applicants should also note 
that unidentified information that is a trade secret, proprietary, or 
subject to a protective order that is submitted in an Information 
Disclosure Statement may inadvertently be placed in an Office 
prior art search file by the examiner due to the lack of such 
identification and may not be retrievable. 


Section 1.59(b) also covers the situation where an unintended 
heading has been placed on papers so that they are present in an 
incorrect application file. In such a situation, a petition should 
request return of the papers rather than transfer of the papers to the 
correct application file. The grant of such a petition will be 
governed by the factors enumerated above in regard to the 
unintentional submission of information. Where the Office can 
determine the correct application file that the papers were actually 
intended for, based on identifying information in the heading of the 
papers (e.g., Application number, filing date, title of invention and 
inventor(s) name(s)), the Office will transfer the papers to the 
correct application file for which they were intended without the 
need of a petition. 


Section 1.59(c) retains the practice that copies of application 
papers will be furnished by the Office upon request and payment 
of the cost for supplying such copies. 


Section 1.60: Section 1.60 is removed and reserved. Section 1.60 
is now unnecessary due to the amendment to § 1.63(d) to expressly 
permit the filing in a continuation or divisional application using a 
copy of the oath or declaration filed in the prior application, and to 
provide (§ 1.63(d)(2)) for the filing of a continuation or divisional 
application by all or by fewer than all the inventors named in a 
prior application. 


See comments relating to § 1.53. 


Section 1.62: Section 1.62 is removed and reserved. Section 1.62 
is unnecessary due to the addition of § 1.53(d) to permit the filing 
of a continued prosecution application. 


It is anticipated that applications purporting to be applications filed 
under § 1.60 or § 1.62 will be filed until the deletion of § 1.60 and 
§ 1.62 become well known among patent practitioners. An 
application purporting to be an application filed under § 1.60 will 
simply be treated as a new application filed under § 1.53 (i.e., the 
reference to § 1.60 will simply be ignored). 


Applications purporting to be an application filed under § 1.62 will 
be treated as continued prosecution applications under § 1.53(d), 
and those applications that do not meet the requirements of § 
1.53(d) (e.g., continuation-in-part applications or continuations or 
divisional of applications filed before June 8, 1995) will be treated 
as improper continued prosecution applications under § 1.53(d). 
Such an improper application under § 1.53(d) may be accepted and 
treated as a proper application under § 1.53(b) by way of petition 
under § 1.53(e) (and submission of the $130 fee pursuant to § 
1.17(i)). 


A petition under § 1.53(e) to accept and treat an improper 
application under § 1.53(d) as a proper application under § 1.53(b) 
must include: (1) the $130 petition fee; (2) a true copy of the 
complete application designated as the prior application in the 
purported § 1.62 application papers; (3) any amendments entered 
in the prior application; and (4) any amendments submitted but not 
entered in the prior application and directed to be entered in the 
purported § 1.62 application papers. In an application purporting 
to be a continuation or divisional application under § 1.62, the true 
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copy of the prior application will constitute the original disclosure 
of the application under § 1.53(b), and any amendments entered in 
the prior application or not entered in the prior application but 
directed to be entered in the purported § 1.62 application papers 
and submitted with the § 1.53(e) petition will be entered in the 
application under § 1.53(b) and considered by the examiner for 
new matter under 35 U.S.C. 112, 4 1, and 132. In an application 
purporting to be a continuation-in-part application under § 1.62, 
the true copy of the prior application, any amendments entered in 
the prior application or not entered in the prior application but 
directed to be entered in the purported § 1.62 application papers 
and submitted with the § 1.53(e) petition, and any preliminary 
amendment submitted with the purported § 1.62 application will 
constitute the original disclosure of the application under § 
1.53(b). See comments relating to § 1.53. 


Section 1.63: Section 1.63(a)(3) is amended to require the post 
office address to appear in the oath or declaration and to have the 
requirement from § 1.41(a) for the full names of the inventors 
placed therein. 


Comment 37: Two comments raised the issue regarding the 
continued requirement that both a post office address and a 
residence be supplied and indicated that the residence is not 
required by statute, the post office address is sufficient for 
communication purposes, and that the burden of submitting both 
far outweighs the infrequent need to contact any particular 
inventor by passing counsel so that the residence alone should be 
sufficient. 


Response: Under the proposed comment the applicants would still 
be required to submit either the residence or post office address. To 
request that they also supply the other or state that both are the 
same is not seen to be a significant burden as the information is to 
be supplied on the oath or declaration form that they must sign 
anyway and spaces can be provided to ensure that the information 
is supplied. While neither the residence nor the post office address 
are statutory requirements, the Office requires this information for 
the applicant’s benefit. As more than one person may have the 
same name, a person’s name is often not sufficient to provide a 
unique identification of the inventor. Thus, the Office also requires 
an inventor’s residence (which is not required to be sufficiently 
detailed to suffice as a post office address) to specifically identify 
the person(s) named in the oath or declaration as the inventor(s), 
which is a common practice for legal documents. The post office 
address is also required in the event that the Office finds it 
necessary to directly contact the inventor(s). It is not uncommon 
for an inventor to revoke a power of attorney or authorization of 
agent in a paper providing no address for future correspondence 
from the Office. Also, the Office will need to directly contact the 
inventor if the Office is notified of the death of a sole attorney or 
agent of record (MPEP 406). 


Section 1.63(d) is amended to: (1) relocate its current language in 
a new § 1.63(e); and (2) provide that a newly executed oath or 
declaration is not required under § 1.51(b)(2) and § 1.53(f) in a 
continuation or divisional application filed by all or by fewer than 
all of the inventors named in a prior nonprovisional application 
containing an oath or declaration as prescribed by § 1.63, provided 
that a copy of the executed oath or declaration filed in the prior 
application is submitted for the continuation or divisional appli- 
cation and the specification and drawings filed in the continuation 
or divisional application contain no matter that would have been 
new matter in the prior application. The copy of the oath or 
declaration must show the signature of the inventor(s) or contain 
an indication thereon that the oath or declaration was signed (e.g., 
the notation “/s/” on the line provided for the signature). 


A continuation or divisional application may be filed under 35 
U.S.C. 111(a) using the procedures set forth in § 1.53(b), by 
providing either: (1) a copy of the prior application, including a 
copy of the oath or declaration in such prior application, as filed; 
or (2) a new specification and drawings and a copy of the oath or 
declaration as filed in the prior application so long as no matter is 
included in the new specification and drawings that would have 
been new matter in the prior application. The specification and 
drawings of a continuation or divisional application is not limited 
to a reproduction or “true copy” of the prior application, but may 
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be revised for clarity or contextual purposes vis-a-vis the prior 
application in the manner that an applicant may file a substitute 
specification (§ 1.125) or amend the drawings of an application so 
long as it does not result in the introduction of new matter. Of 
course, 35 U.S.C. 115 requires that a supplemental oath or 
declaration meeting the requirements of § 1.63 be filed in the 
continuation or divisional application, if a claim is allowed in the 
continuation or divisional application which is drawn to subject 
matter originally shown or described in the prior application but 
not substantially embraced in the statement of the invention or 
claims originally presented in the prior application as filed. See § 
1.67(b). 


The patent statute and rules of practice do not require that an oath 
or declaration include a date of execution, and the Examining 
Corps has been directed not to object to an oath or declaration as 
lacking either a recent date of execution or any date of execution. 
The applicant’s duty of candor and good faith including compli- 
ance with the duty of disclosure requirements of § 1.56 is 
continuous and applies to the continuing application. 


A new application containing a copy of an oath or declaration 
under § 1.63 referring to an attached specification is indistinguish- 
able from a continuation or divisional application containing a 
copy of an oath or declaration from a prior application submitted 
pursuant to § 1.63(d). Unless an application is submitted with a 
statement that the application is a continuation or divisional 
application ( § 1.78(a)(2)), the Office will process such application 
as a new non-continuing application. Applicants are advised to 
clearly designate any continuation or divisional application as such 
to avoid the issuance of a filing receipt that does not indicate that 
the application is a continuation or divisional. 


To continue the practice in § 1.60(b)(4) of permitting the filing of 
a continuation or divisional application by all or by fewer than all 
of the inventors named in a prior application without a newly 
executed oath or declaration, new § 1.63(d)(2) provides that the 
copy of the oath or declaration submitted for a continuation or 
divisional application under § 1.63(d) must be accompanied by a 
statement from applicant, counsel for applicant or other authorized 
party requesting the deletion of the names of the person or persons 
who are not inventors in the continuation or divisional application. 
Where the continuation or divisional application and copy of the 
oath or declaration from the prior application is filed without a 
statement from an authorized party requesting deletion of the 
names of any person or persons named in the prior application, the 
continuation or divisional application will be treated as naming as 
inventors the person or persons named in the copy of the executed 
oath or declaration from the prior application. Accordingly, if a 
petition under § 1.48(a) or (c) was granted in the prior application, 
an oath or declaration filed in a continuation or divisional 
application pursuant to § 1.63(d) should be the oath or declaration 
also executed by the added inventor(s). For situations where an 
inventor or inventors are to be added in a continuation or 
divisional application, see § 1.63(d)(5). 


The statement requesting the deletion of the names of the person 
or persons who are not inventors in the continuation or divisional 
application must be signed by person(s) authorized pursuant to § 
1.33(b) to sign an amendment in the continuation or divisional 
application. 


Section |.63(d)(3) provides for the situation in which the executed 
oath or declaration of which a copy is submitted for a continuation 
or divisional application was originally filed in a prior application 
accorded status under § 1.47. Section 1.63(d)(3)(i) requires a copy 
of any decision granting a petition to accord § 1.47 status to such 
application, unless each nonsigning inventor(s) or legal represen- 
tative (pursuant to § 1.42 or § 1.43) has filed an oath or declaration 
to join in an application of which the continuation or divisional 
application claims a benefit under 35 U.S.C. 120, 121 or 365(c). 
Where a nonsigning inventor or legal representative (pursuant to § 
1.42 or § 1.43) subsequently joins in any application of which the 
continuation or divisional application claims a benefit under 35 
U.S.C. 120, 121 or 365(c), § 1.63(d)(3)(ii) also requires a copy of 
any oath or declaration filed by an inventor or legal representative 
to subsequently join in such application. 
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Section 1.63(d)(4) provides that where the power of attorney (or 
authorization of agent) or correspondence address was changed 
during the prosecution of the prior application, the change in 
power of attorney (or authorization of agent) or correspondence 
address must be identified in the continuation or divisional 
application, or the Office may not recognize in the continuation or 
divisional application the change of power of attorney (or autho- 
rization of agent) or correspondence address during the prosecu- 
tion of the prior application 


A newly executed oath or declaration will continue to be required 
in a continuation or divisional application naming an inventor not 
named in the prior application, or a continuation-in-part applica- 
tion, and § 1.63(d)(5) expressly states that a newly executed oath 
or declaration must be filed in a continuation or divisional 
application naming an inventor not named in the prior application. 


New § 1.63(e) provides that a newly executed oath or declaration 
must be filed in a continuation-in-part application, which applica- 
tion may name all, more, or fewer than all of the inventors named 
in the prior application, and includes the !anguage relocated from 
former § 1.63(d) concerning an oath or declaration in a continu- 
ation-in-part application. 


Comment 38: One comment suggested that the practice of permit- 
ting the use of an executed oath or declaration of a prior 
application creates a trap for the unwary in the situation in which 
an applicant believes in error that no new matter has been added in 
the “continuation” application and does not file a new declaration. 


Response: The situation outlined in the comment is less of a trap 
for the unwary than the situation in which an applicant files a 
substitute specification and believes in error that no new matter has 
been added, in that the error in the “continuation” may be 
correcied by redesignation of the application as a continuation-in- 
part and the filing of a new oath or declaration. Nevertheless, it 
remains the applicant’s responsibility to review any substitute 
specification or new specification submitted for a continuation 
application to determine that it contains no new matter. See MPEP 
608.01(q). An applicant is advised to simply file a continuing 
application with a newly executed oath or declaration when it is 
questionable as to whether the continuing application adds mate- 
rial that would have been new matter if presented in the prior 
application 


Comment 39: One comment suggested that the option of submit- 
ting “a copy of an unexecuted oath or declaration, and a statement 
that the copy is a true copy of the oath or declaration that was 
subsequently executed and filed to complete the most 
immediate prior national application for which priority is claimed 
under 35 U.S.C. 120, 121 or 365(c)” was strange at best as the 
applicant or representative should have a copy of the oath or 
declaration that was filed to complete the prior application or could 
obtain one from Office records. 


Response: The suggestion is adopted. Section 1.63(d) as adopted 
provides that: “ newly executed oath or declaration is not required 
under § 1.51(b)(2) and § 1.53(f) in a continuation or divisional 
application filed by all or by fewer than all of the inventors named 
in a prior nonprovisional application containing an oath or 
declaration as prescribed by paragraphs (a) through (c) of this 
section, provided that a copy of the executed oath or declaration 
filed in the prior application is submitted for the continuation or 
divisional application.” 


Comment 40: One comment questioned whether § 1.53 (or § 1.63) 
is consistent with § 1.48 as to whether the oath or declaration filed 
in a continuing application adding an inventor must be executed by 
all of the inventors, or just the added inventor. 


Response: The oath or declaration filed in a continuing application 
adding an inventor or a continuation-in-part application must name 
and be executed by all of the inventors. Sections § 1.48 and § 
1.63(e) are consistent in this regard. 


Comment 41: One comment questioned whether, in a continuation 
or divisional application following a chain of continuation or 
divisional applications, the copy of the executed oath or declara- 
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tion may be a copy of the oath or declaration filed in the immediate 
prior application (which may itself be a copy of an oath or 
declaration from a prior application), or must be a direct copy of 
the originally executed oath or declaration. 


Response: Section 1.63(d) requires a copy of the oath or declara- 
tion from the prior application. In instances in which the oath or 
declaration filed in the prior application is itself a copy of an oath 
or declaration from a prior application, either a copy of the copy of 
the oath or declaration in the prior application or a direct copy of 
the original oath or declaration is acceptable, as both are a copy of 
the oath or declaration in the prior application. See § 1.4(d)(1)(ii). 


Section 1.67: Section 1.67 paragraph (b) is amended to change “ § 
1.53(d)(1)” to “ § 1.53(f)” for consistency with § 1.53. 


No comments were received regarding § 1.67. 


Section 1.69: Section 1.69(b) is amended to remove the require- 
ment that the translation be verified in accordance with the change 
to § 1.4(d)(2) and § 10.18. Section 1.69(b) is also amended to 
clarify the need for a statement that the translation being offered is 
an accurate translation, as in § 1.52 paragraphs (a) and (d). 


Two comments were received in regard to § 1.69 that also raised 
similar issues in regard to § 1.52, which comments are treated with 
§ 1.52. 


Section § 1.78: Section § 1.78(a)(1) is amended to remove the 
references to § 1.60 and § 1.62 in view of the deletion of § 1.60 
and § 1.62, and to include a reference to an “international 
application entitled to a filing date in accordance with PCT Article 
11 and designating the United States of America.” Section § 
1.78(a)(2) is amended for consistency with the changes to § 1.53, 
and to provide that “[t]he identification of an application by 
application number under this section is the specific reference 
required by 35 U.S.C. 120 to every application assigned that 
application number.” 


No comments were received regarding the proposed change to § 
1.78. 


Section 1.84: Section 1.84(b) is amended by removing references 
to the filing of black and white photographs in design applications 
as unnecessary in view of the reference in § 1.152 to § 1.84(b). 
Section 1.84 paragraphs (c) and (g) are amended for consistency in 
regard to the English equivalents (5/8 inch.) for § 1.5 cm. 


No adverse comments were received regarding the proposed 
change to § 1.84. 


Section § 1.91: The title of § 1.91 is amended to clarify that a 
certain type of material is not generally admitted in the file record 
by substitution of “admitted” for “required.” 


Section § 1.91 is also amended to clarify the type of material that 
is not generally admitted into the file record of an application. 
Section § 1.91(a) specifically requires a petition (with the fee set 
forth in § 1.17(i)) including an appropriate showing why entry of 
the model or exhibit into the file record is necessary to demonstrate 
patentability, unless the model or exhibit: (1) substantially con- 
forms with § 1.52 or § 1.84; or (2) was required by the Office. 


Section § 1.91 is also amended to state that a model, working 
model or other physical exhibit, whose submission by applicants is 
generally not permitted, may be required by the Office if deemed 
necessary for any purpose in the examination of the application. 
This language is moved from § 1.92. 


Comment 42: Several adverse comments were received expressing 
concern that the addition of the term “exhibits” to the bar against 
admission of models, unless specifically required by the Office, 
would prevent applicants from making their best possible case for 
patentability, and that exhibits would be interpreted by the Office 
as barring two-dimensional as well as three-dimensional exhibits. 
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Response: The preamble of the proposed rule indicated that the 
change to the rule is in the nature of a clarification and not a 
change in practice. Further clarification has been added to the rule 
by reference to § 1.52 or § 1.84 and to the instant discussion of the 
rule to indicate that the use of the term “exhibits” is in the nature 
of other three-dimensional models, such as videos, and will not bar 
two-dimensional exhibits currently being accepted. Additionally, a 
petition route has been added to the rule that would permit entry of 
three-dimensional models or exhibits where they are necessary to 
establish patentability. Section § 1.91 is also amended to expressly 
provide for the filing of a petition thereunder (rather than to require 
the filing of a petition under § 1.183) such that an applicant may 
gain entry of a model or exhibit, without a showing of an 
extraordinary situation where justice requires grant of the relief 
sought. 


The fact that a three-dimensional model or exhibit will not 
generally be entered in the record absent an appropriate showing 
does not prevent an applicant from showing the exhibit to the 
examiner for purposes of clarifying the examiner’s understanding 
of the invention and reducing the model or exhibit to two- 
dimensional conformance with § 1.52 or § 1.84 for entry of that 
reduction to the record (which issues are separate and distinct from 
the questions as to whether the later presented material was 
originally required for an understanding of the invention and its 
subsequent addition being subject to a new matter objection under 
35 U.S.C.132). 


Due to the unusual difficulties of storage for three-dimensional 
materials and little demonstrated need for their presence in the file 
record over what would be provided for via petition under § 1.91, 
it is not seen to be appropriate to permit unrestricted entry of 
three-dimensional exhibits in the file record. 

Section § 1.92: Section § 1.92 is removed and reserved and the 
language transferred to § 1.91(b) for improved contextual pur- 
poses. 


No comments were received regarding the proposed change to § 
1.92. 


Section § 1.97: Sections § 1.97(c) through (e) are amended by 
replacement of “certification” by “statement” (see comments 
relating to § 1.4(d)), and by clarifying the current use of “state- 
ment” by the terms “information disclosure.” 


Section § 1.97(e)(2) is further amended to replace “or” by “and” to 
require that no item of information contained in the information 
disclosure statement was cited in a communication from a foreign 
patent office in a counterpart foreign application, and, to the 
knowledge of the person signing the statement, after making 
reasonable inquiry, no item of information contained in the 
information disclosure was known to any individual designated in 
§ 1.56(c) more than three months prior to the filing of the 
information disclosure statement. The use of “and” rather than 
“or” is in keeping with the intent of the rule as expressed in the 
MPEP609(B)(2)(ii), that the conjunction be conjunctive rather 
than disjunctive. The mere absence of an item of information from 
a foreign patent office communication was clearly not intended to 
represent an opportunity to delay the submission of the item when 
known more than three months prior to the filing of an information 
disclosure statement to an individual having a duty of disclosure 
under § 1.56. 


No comments were received regarding the proposed change to § 
1.97. 


Section 1.101: Section 1.101 is removed and reserved as relating 
to internal Office instructions. 


Comment 43: A number of comments opposed the deletion of the 
rules that solely govern Office procedure. The reasons given for 
this opposition are: (1) the Office should subject its procedures to 
the notice and comment provisions of the Administrative Proce- 
dure Act (APA); (2) the inclusion of such procedures in the rules 
of practice imparts the force and effect of law to such procedures; 
(3) the greater deference given to procedures set forth in the rules 
of practice, rather than the MPEP, during court action. 
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Response: The CCPA has held that applicants before the Office are 
entitled to rely not onlyon the patent statute and rules of practice, 
but on the provisions of the MPEP, during the prosecution of an 
application for patent. See In re Kaghan, 387 F.2d 398, 401, 156 
USPQ130, 132 (CCPA 1967). Thus, there is in practice little, if 
any, benefit to applicants before the Office in having the Office 
procedure set forth in the rules of practice, rather than the MPEP. 
In any event, no comment pointed to any specific decision, and the 
Office is not aware of any decision, in which the result turned on 
the inclusion of Office procedure in the rules of practice (rather 
than simply in the MPEP). 


Nevertheless, in view of the concern expressed in the comments as 
to the rules of practice setting forth the fundamentals of the 
examination of an application, the Office will retain the substance 
of § 1.104 and § 1.105 in the rules of practice. See /n re Phillips, 
608 F.2d 879,883 n.6, 203 USPQ 971, 974 n.6 (CCPA 1979) 
(although irrelevant to the result, the Office was criticized for 
piecemeal examination contrary to § 1.104 and § 1.105). The 
substance of § 1.104, § 1.105, § 1.106, § 1.107, and § 1.109, 
however, will be combined into § 1.104 paragraphs (a)-(e). 


The Office will also retain § 1.351 in the rules of practice, as it has 
been relied upon as the notice that the Office will provide 
concerning changes to the rules of practice in 37 CFR Part 1. See 
In re Nielson, 816 F.2d 1567, 1571, 2 USPQ2d 1525, 1527 (Fed. 
Cir. 1987). Finally, the Office will retain § 1.181 paragraphs (qd), 
(e), and (g) to avoid confusing petition practice, and § 1.325 to 
avoid confusion as to the requirements for correction of a patent. 
The Office, however, will delete § 1.101, § 1.108, § 1.122, § 1.184, 
§ 1.318, and § 1.352 from 37 CFR Part 1. The procedures set forth 
in § 1.101, § 1.122, § 1.184 and § 1.318 do not provide meaningful 
safeguards to applicants (e.g., § 1.101 does not ensure or give an 
applicant the right to examination of an application within any 
reasonably specific time frame). The proscription in § 1.108 is 
simply an administrative instruction based upon the fact that, 
unless otherwise publicly available, abandoned applications do not 
constitute prior art under 35 U.S.C. 102 (and thus 103). Finally, as 
former § 1.352 included a “whenever required by law” prerequi- 
site, it provided no independent requirement that the Office publish 
proposed rule changes for comment. 


Section 1.102: Section |.102(a) is amended to remove the require- 
ment that the showing be verified in accordance with the change to 
§ 1.4(d)(2) and § 10.18. 


No comments were received regarding the proposed change to § 
1.102. 


Section 1.103: Section 1.103(a) is amended by replacement of 
“response” with “reply” in accordance with the change to § 1.111 


No comments were received regarding the proposed change to § 
1.103 


Section 1.104: Section 1.104 is amended to include paragraphs (a) 
through (e) including the substance of former § 1.104, § 1.105, § 
1.106, § 1.107, and § 1.109. The re-writing of § 1.104, § 1.105, § 
1.106, § 1.107, and § 1.109 as § 1.104(a) through (e) involves no 
change in substance 

See comment relating to § 1.101 


Section 1.105: Section 1.105 is removed and reserved as the 
subject matter was transferred to § 1.104(b). 


See comment relating to § 1.101 


Section 1.106: Section 1.106 is removed and reserved as the 
subject matter was transferred to § 1.104(c). 


See comment relating to § 1.101. 


Section 1.107: Section 1.107 is removed and reserved as the 
subject matter was transferred to § 1.104(d). 


See comment relating to § 1.101. 


OFFICIAL GAZETTE 


Fepruary 20, 2001 


Section 1.108: Section 1.108 is removed and reserved as relating 
to internal Office instructions. 


See comment relating to § 1.101 


Section 1.109: Section 1.109 is removed and reserved as the 
subject matter was transferred to § 1.104(e). 


See comment relating to § 1.101. 


Section 1.111: Section 1.111 is amended to consistently refer to a 
“reply” to an Office action. The prior section used the term 
“response” and “reply” in an inconsistent manner and created 
some confusion. Paragraph (b) of § 1.111 is also amended to 
explicitly recognize that a reply must be reduced to a writing 
which must point out the specific distinctions believed to render 
the claims, including any newly presented claims, patentable. It is 
noted that an examiner’s amendment reducing a telephone inter- 
view to writing would comply with § 1.2. 


Comment 44: One comment asked whether pointing out one 
distinction is sufficient or must applicant provide an exhaustive list 
of all distinctions. Additionally, inquiry is made as to whether it is 
sufficient to point out the impropriety of a rejection under 35 
U.S.C. 102 that should have been a rejection under 35 U.S.C. 103, 
or must a rejection under 35 U.S.C. 103 be anticipated and 
answered. 


Response: A distinction should be kept in mind between what is 
necessary for a reply to be considered sufficient to continue 
prosecution of the application and what will advance the applica- 
tion to issuance in the most efficient manner. While pointing out 
only one distinction, such as why a rejection under 35 U.S.C. 102 
is inappropriate, would comply with the requirements of § 1.111, 
advancement of the prosecution of the application would best be 
served by pointing out ail possibie distinctions, so that if the 
argument for one distinction is not persuasive, another may be. 
Similarly, anticipation of and argument against a rejection under 
35 U.S.C. 103 where a rejection under 35 U.S.C. 102 should have 
been made under 35 U.S.C. 103 could possibly prevent making of 
the rejection under 35 U.S.C. 103 by the examiner and an earlier 
issuance of the application thereby preserving patent term under 
35 U.S.C. 154 as amended by Pub. L. 103-465. 


Comment 45: Three comments pointed to instances where a reply 
would not necessarily require that distinctions be pointed out, such 
as: (1) where context and arguments presented make the distinc- 
tions clear beyond doubt; (2) where a prima facie case has not been 
established or motivation for modification of a reference is 
lacking; (3) a secondary reference is from a nonanalogous art 
improperly combined; or (4) no reference has been applied. 


Response: The comment has been adopted to the extent that the 
paragraph (b) of the rule has been amended to refer to “any” rather 
than “the” applied references. Any argument that would make the 
distinctions clear beyond doubt would seem to require identifica- 
tion of the distinctions therein. Where a reply contains an argument 
that motivation for a modification of a reference made by an 
examiner does not exist, or that a nonanalogous secondary 
reference has been improperly combined, the identification of the 
claim element involved and the particular factual basis that makes 
the modification or combination relating to that claim element 
inappropriate are necessary elements of a reply. That an applicant 
considers a rejection, objection, or other requirement in an Office 
action to be inappropriate does not relieve the applicant of the 
burden under 35 U.S.C. 133 of prosecuting the application to avoid 
abandonment. 


Comment 46: A comment suggested that the requirement for 
supplying claim distinctions for a newly presented claim is at odds 
with the Office’s burden in the first instance of explaining any 
objection or rejection of an applicant's claim, and that the existing 
requirement that an applicant distinctly and specifically point out 
the errors in the examiner's action and reply to every ground of 
objection and rejection are sufficient without the added language 
Another comment noted that it is believed that the rule already 
requires that specific distinctions be supplied and questions what 
new requirements are being added by that additional language. 
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Response: To the extent that the already existing language would 
require that claim distinctions be presented, the added language is 
seen to clarify what is required of an applicant in replying to an 
Office action and is not seen to be at odds with the Office’s 
burdenin first going forward with a rejection of the claims. Once a 
claim is rejected, there is a duty on applicants under § 1.111 to 
provide an appropriate reply as defined therein for applicant to be 
entitled to reconsideration or further examination. 


Section 1.112: Section 1.112 is amended to remove as unnecessary 
the statement that “any amendments after a second Office action 
must ordinarily be restricted to the rejection, objections or require- 
ments made in the office action” to reflect actual practice, in which 
amendments after the second action need not be restricted to the 
rejection or the objections or requirements set forth in an Office 
action. The heading of § 1.112 is also amended to add “before final 
action” to clarify that such reconsideration does not apply after a 
final Office action 


No comments were received regarding the proposed change to § 


Section 1.113: Section 1.113(a) is amended to add “by the 
examiner” after “examination or consideration,” change “objec- 
tions to form” to “objections as to form” for clarity, and replace 
“response” with “reply” in accordance with the change to § 1.111. 


Section 1.113(b) is amended to change “clearly stating the reasons 
therefor” to “clearly stating the reasons in support thereof” for 
clarity. 


Comment 47: A number of comments argued that first action final 
practice should be eliminated without regard to an amendment to 
§ 1.116 as: (1) 35 U.S.C. 132 does not authorize first action final 
practice; and (2) the filing fee paid in a continuing application 
should entitle an applicant to an examination and reexamination in 
the continuing application. 


Response: The argument that 35 U.S.C. 132 does not authorize 
first action final practice has been considered by the Office and 
rejected in /n re Bogese, 22 USPQ2d 1821 (Comm’r Pat. 1992). 
Specifically, continuing applications have historically been con- 
sidered part of a continuous proceeding in regard to the prior 
application. /d. at 1827. First action final practice denies an 
applicant the delay inherent in an additional Office action in a 
continuation application, thus compelling the applicant to draft 
claims in a continuation application in view of the prosecution 
history of the parent application (i.e., the rejections and prior art of 
record in the parent application), and thus make a bona fide effort 
to define the issues for appeal or allowance. /d. at 1824-25. 


In addition, under the current patent fee structure, a significant 
portion of the Office’s costs of examining patent applications is 
recovered through issue and maintenance fees. That is, the filing 
fees required by 35 U.S.C. 41(a)(1)-(4) and § 1.16 for an 
application do not cover the Office’s full costs of examining that 
application pursuant to 35 U.S.C. 131 and 132. Therefore, the 
argument that first action final practice is inherently unfair in view 
of the filing fees paid by the applicant fails to appreciate the 
current patent fee structure. 


Due to the overwhelming opposition to the proposed changes to § 
1.116 to simplify after final practice, the proposed change to § 
1.113 to eliminate first action final practice and the proposed 
changes to § 1.116 to simplify after final practice are not adopted 
in this Final Rule. The Office will give further consideration to the 
elimination of first action final practice. 


Comment 48: One comment suggested that § 1.113 should be 
clarified to reflect the intent of the rule change that a first action 
final rejection not issue in a continuation application. 


Response: The proposed change to § 1.113 to prohibit a first action 
final rejection is not being adopted. 


Section 1.115: Section 1.115 has been removed and reserved, 
rather than amended to contain the material of former § 1.117 
through § 1.118, § 1.123 and § 1.124. The subject matter proposed 
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to be included in § 1.115 has been transferred to § 1.121. The 
change does not constitute a change in substance; the material of 
the deleted sections has simply been rearranged and edited for 
clarity and contextual purposes in § 1.121. The reference in § 
1.115(b)(2) relating to the rejection of claims containing new 
matter has not been retained in § 1.121 as unnecessary. 


Comment 49: One comment recognizing that the subject matter of 
§ 1.118 is transferred to § 1.115 (now § 1.121) noted that the 
particular material of the second and third sentences of paragraph 
(a) of § 1.118(a) was not so transferred and should be. 


Response: While the exact language of the second and third 
sentences of paragraph (a) of § 1.118 was not transferred to § 
1.121 (§ 1.115 as originally proposed), the concept is retained in § 
1.121, paragraphs (a)(6), (b)(5), and (c)(1), in condensed form. 


Comment 50: One comment objected to the requirement of 
paragraph (d) of § 1.115 (now § 1.121) where a disclosure must be 
amended to secure correspondence between the claims, the speci- 
fication and the drawings. Forcing the specification to parrot the 
language of new claims, where only new claims originally use a 
term not found in the original disclosure and in the original claims, 
is said to impose an undue burden on applicant and jeopardize the 
validity of all the claims if the new term is found to be new matter. 


Response: The comment does not explain why a specification 
containing a later added expression subsequently found to contain 
new matter will adversely affect claims that do not contain that 
expression, particularly if a portion of the specification is retained 
that provides support for claims not containing that expression. 
Additionally, the requirement being criticized is not a new require- 
ment but was material transferred from § 1.117. However, the 
comment was adopted in-part in that § 1.121, paragraphs (a)(5) 
and (b)(4), require only “substantial correspondence” between the 
claims, the remainder of the specification, and the drawings. 


Comment 51: One comment suggested that the term “sketch” in 
paragraph (e) of § 1.115 (now § 1.121) be broadened to “drawing.” 


Response: Sections § 1.121(a)(3)(ii) and § 1.121(b)(3)(ii) recite 
sketch, which has been interpreted by the Office to include a copy. 
The use of sketch is seen to be the broader term in allowing a 
handwritten alteration of a copy of the previously submitted 
drawing to be done without the need for a color copy being 
obtained. 


Comment 52: One comment suggested that paragraph (f) of § 
1.115 (now § 1.121), requiring no interlineations to appear in a 
clause as finally presented, is inconsistent with the requirements of 
§ 1.121 requiring brackets and underlining of the subject matter 
deleted and added. 


Response: The comment was adopted by clarifying § 1.121(a)(iii) 
as adopted by reciting that the interlineation prohibition relates to 
previous amendments being depicted in a subsequent amendment, 
and to limit its applicability to applications other than reissue 
applications (thereby also excluding reexamination proceedings) 
in that all changes from the patent are required to be shown in 
reissue applications and reexamination proceedings. 


Section 1.116: Section 1.116 is amended by adding the phrase “or 
appeal” to its heading. This change clarifies the current practice 
that paragraphs (b) and (c) apply to amendments filed after an 
appeal, regardless of whether the application was subject to a final 
rejection prior to the appeal. 


Section 1.116(a) is also amended for clarity to limit amendments 
after a final rejection or other final action (§ 1.113) to those 
amendments cancelling claims or complying with any requirement 
of form set forth in a previous Office action, and replaces the 
phrase “any proceedings relative thereto” with “any related pro- 
ceedings” for clarity. The amendment does not represent a change 
in practice under § 1.116(a) as was originally proposed, but merely 
a clarification of when an applicant is entitled to entry of an 
amendment under § 1.116(a). 
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Comment 53: Almost every comment reiating to the proposed 
change to § 1.116 to limit entry of amendments after a final Office 
action based on simplification of issues for appeal opposed the 
change. The various rationales included: (1) a liberal practice by 
examiners in entering amendments after final rejection based on a 
willingness to engage in significant negotiations after final rejec- 
tion; (2) an increased burden on the Board of Patent Appeals and 
Interferences (Board); (3) a loss of potential patent term under 35 
U.S.C. 154 if refiling an application was routinely required; (4) a 
loss of clarity by applicant and the examiner of theissues involved, 
in that it is frequently only after the second action that the issues 
become clarified, particularly as counsel! are not aware of the art 
that may actually be applied against the claims and therefore do 
not submit claims that can read over such art; (5) to the extent the 
need to enter amendments causes refiling of an application, greater 
resources from the Office are required as opposed to simply 
entering the amendment in the prior application; (6) there will be 
an increase in the requests for interviews after first action; (7) the 
change represents encouragement for examiners to cut down on 
papers entered particularly in view of the crediting system; and (8) 
the proposal is not helpful to applicant and is only a revenue 
generator. 


Several alternative suggestions were made including: (1) a fee to 
have amendments after final entered as a matter of right; (2) 
discretion for examiners to enter any amendment should be 
explicitly stated in the rule; (3) consider substantive amendments 
if submitted at least one month in advance of the end of the reply 
period; (4) eliminate applicant’s concern for expedited handling of 
§ 1.116 amendments by having a new period for appealing or 
refiling; (5) entry of amendment to solely correct rejections under 
35 U.S.C. 112, ¢ 2, should be permitted; (6) first after final 
submission permitted entry under simplification of issuesstandard 
and any subsequent submission would only be permitted under 
standard as proposed without simplification of issues available; (7) 
merging of a dependent claim into an independent claim ought to 
be explicitly permitted as a matter of right; (8) provide a standard 
of entry dependent upon good and sufficient reason as to why the 
amendment after final was not made earlier; (9) permit consider- 
ation of the amendment for allowable subject matter to save 
applicant cost of refiling for such determination; and (10) change 
should be linked with a prohibition on applying a new reference in 
a final rejection 


Response: In view of the issues raised and the alternative sugges- 
tions presented, it has been determined that further study is 
required. The comments have been adopted solely to the extent 
that the proposed change to delete simplification of issues for 
purpose of appeal, as a basis for entry of an amendment after final 
rejection, will not be implemented at this time. 


Section 1.117: Section 1.117 is removed and reserved as the 
subject matter was transferred to § 1.121. 


No comments were received regarding the proposed change to § 
1.117. 


Section 1.118: Section 1.118 is removed and reserved and its 
subject matter transferred to § 1.121. 


See first comment related to § 1.115. 


Section 1.119: Section 1.119 is removed and reserved as duplica- 
tive of the provisions of § 1.111 and § 1.121. 


No comments were received regarding the proposed change to § 
1.119 


Section 1.12]: Section 1.121, paragraphs (a) through (f), are 
replaced with paragraphs (a) through (c), which separately treat 
amendments in non-reissue nonprovisional applications (para- 
graph (a)), amendments in reissue applications (paragraph (b)), 
and amendments in reexamination proceedings (paragraph (c)). 
The intent of the changes is to retain amendment practice in regard 
to non-reissue applications prior to the changes proposed in the 
Notice of Proposed Rulemaking and to make final the changes in 
amendment practice in regard to reissue applications proposed in 
the Notice of Proposed Rulemaking, except for requiring copies of 


OFFICIAL GAZETTE 


Fepruary 20, 2001 


all claims as of the date of submission of an amendment and a 
constructive cancellation in their absence. Additionally, while 
retaining the previous amendment practice in non-reissue applica- 
tions, the regulations have been clarified by deletion of § 1.115, § 
1.117 through § 1.118, § 1.123, and § 1.124 and placement of 
subject matter thereof in § 1.121. 


Comment 54: Most comments received on the proposed change in 
amendment practice as it relates to non-reissue applications to 
bring it into line with reissue and reexamination amendment 
practices were very negative. In particular, the proposed changes 
to present a complete copy of the claims when any amendment to 
the claims is made, and to hold a constructive cancellation for any 
claim copy not presented were alarming. However, similar com- 
ments were not received in regard to the proposed changes to bring 
reissue and reexamination practice closer together. 


Response: The comments were adopted in that the proposed 
changes, other than clarifications of current practice, will not be 
implemented now and further study will be undertaken to include 
suggestions presented in regard to this rule. 


Comment 55: Several comments offered suggestions and re- 
quested clarifications: (1) whether this was an attempt to push the 
practice closer to PCT where substitute pages are used: (2) use of 
different markings such as strikeouts of word processors; (3) only 
requirecomplete copy of claims at issue; (4) only have a status 
listing of all claims not complete copy with each response; (5) 
continuations or divisions should be filed showing markups; (6) 
require only that new claims pages be substituted; (7) objection to 
the submission of a separate complete set of claims in addition to 
the amendments being made; (8) some instances separate set may 
be appropriate and not too much of a burden; and (9) there should 
beexception, liberal reinstatement, or rebuttable presumption for 
constructive cancellation if clerical omission. 


Response: Paragraphs (a) and (b) of § 1.121 each separately treat 
amendment of the specification (paragraphs (a)(1) and (b)(1)), and 
of the claims (paragraphs (a)(2) and (b)(2)). In comparing amend- 
ment practice to the specification for non-reissue and reissue 
applications, all amendments in the reissue application are to be 
made relative to (i.e., vis-a-vis) the specification (including the 
claims) and drawings of the original patent as of the date of the 
filing of the reissue application. Changes are shown using under- 
lining and bracketing relative to the patent specification. In 
addition, the entire paragraph of disclosure with the changes and 
the entire claim with the changes must be presented, in making the 
amendment. On the other hand, amendments in a non-reissue 
application are to be made relative to prior amendments (with 
underlining and bracketing in a reproduced claim reflecting 
changes made relative to the prior amendment), and insertions and 
deletions can be made without reproducing the entire paragraph of 
disclosure or the entire claim. Further (for a non-reissue applica- 
tion), in amending the text of the disclosure other than the claims, 
changes are not shown by underlining and bracketing, even where 
a paragraph of disclosure is reproduced. 


Paragraph (a) of § 1.121 relates to amendments in non-provisional 
applications, other than reissue applications, and retains a refer- 
ence to § 1.52. Paragraph (a)(1) relates to the manner of making 
amendments in the specification, other than in the claims. Para- 
graph (a)(1){i) requires the precise point in the specification to be 
indicated where an addition is to be inserted. Paragraph (a)(1)(ii) 
requires the precise point in the specification to be indicated where 
a deletion is to be made. This should be compared to addition or 
cancellation of material from the patent specification in a reissue 
application (paragraph (b)(1)(ii)) or in are examination proceeding 
(§ 1.530(d)(1 (ii), e.g., by way of a copy of the rewritten material). 
An amendment containing deletions mixed with additions will be 
treated according to both paragraphs (a)(1)(i) and (a)(1)(ii). 
Amendments to the specification, additions or deletions, do not 
require markings, only identification of an insertion point. How- 
ever, where the changes made are not readily apparent the 
applicant may be requested by the examiner to provide an 
explanation of the changes or a marked up copy showing the 
changes made. Paragraph(a)(1)(iii) provides that to reinstate mat- 
ter previously deleted it must be reinstated by a new amendment 
inserting the matter. 
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Paragraph (a)(2) of § 1.121 relates to the manner of making 
amendments in the claims of a non-reissue application. Paragraph 
(a)(2)(i) permits amendment by instructions to the Office for a 
deletion, paragraph (a)(2)(i)(A), or for an addition limited to five 
words in any one claim, paragraph (a)(2)(i)(B). The ability to 
provide directions to the Office for the handwritten deletion of five 
words or less for each claim does not encompass deletion of 
equations, charts or other non-word material. Paragraph (a)(2)(ii) 
sets forth that a claim may be amended by a direction to cancel the 
claim, or by rewriting the claim with markings showing material to 
be added and deleted. Additionally, previously rewritten claims are 
required to be so marked and not to have interlineations showing 
amendment(s) previous to the one currently being submitted. 


Paragraph (a)(3) of § 1.121 clarifies that amendments to the 
original application drawings for non-reissue applications are not 
permitted and are to be made by way of a substitute sheet for each 
original drawing sheet that is to be amended. The paragraph 
contains material from cancelled § 1.115. 


Paragraph (a)(4) of § 1.121 requires that any amendment presented 
in a substitute specification must be presented under the provision 
of this section either prior to or concurrent with the submission of 
the substitute specification. The paragraph contains material from 
cancelled § 1.115. 


Paragraph (a)(5) of § 1.121 requires amendment of the disclosure 
in certain situations (i.e., to correct inaccuracies of description and 
definition) and to secure substantial correspondence. The para- 
graph contains material from cancelled § 1.117. The previous 
requirement for “correspondence” has been modified by use of 
“substantial correspondence.” See comments to § 1.115. 


Paragraph (a)(6) prohibits the introduction of new matter into the 
disclosure of a non-reissue, non-provisional application. 


Paragraph (b) of § 1.121 applies to amendments in reissue 
applications. Paragraph (b)(1) of § 1.121 relates to the manner of 
making amendments to the specification, other than in the claims, 
in reissue applications. Paragraph (b)(1)(i) requires that amend- 
ments including deletions be made by submission of a copy of one 
or more newly added or rewritten paragraphs with markings, 
except that an entire paragraph may be deleted by a statement 
deleting the paragraph without presentation of the text of the 
paragraph. Paragraph (b)(1)(ii) requires indication of the precise 
point in the specification where the paragraph which is being 
amended is located. When a change in one sentence, paragraph or 
page results in only format changes to other pages (e.g., shifting of 
non-amended text to subsequent pages) not otherwise being 
amended, such format changes are not to be submitted. Compare 
to amendments to the specification, other than in the claims, of 
non-reissue applications wherein deletions are permitted, para- 
graph (a)(1)(ii) of this section. Paragraph (b)(1)(iii) defines the 
marking set forth in paragraph (b)(1)(ii) of this section. Proposed 
paragraph (b)(1)(iii), relating to a requirement for submission of 
all amendments be presented when any amendment to the speci- 
fication is made, was not implemented. 


Paragraph (b)(2) of § 1.121 relates to the manner of making 
amendments to the claims in reissue applications. Paragraph 
(b)(2)(A) of § 1.121 requires the entire text of each patent claim 
that is being amended by the current amendment and of each claim 
being added by the current amendment. Requests that the Office 
hand-enter changes of five or less words, former § 1.121(c)(2), will 
no longer be permitted. Pending claims, whether previously 
amended or not, that are not being amended by the current 
amendment are not to be resubmitted. This procedure is different 
from § 1.121(a)(2)(i)(B), which permits requests that the Office 
hand-enter changes of five or less words in a non-reissue applica- 
tion. Additionally, provision is made for the cancellation of a 
patent claim by a direction to cancel without the need for marking 
by brackets. Paragraph (b)(2)(i)(B) requires that patent claims not 
be renumbered. Paragraph (b)(2)(i)(C) identifies the type of 
marking required by paragraph (b)(2)(i)(A), single underlining for 
added material and single brackets for material deleted. 


Paragraph (b)(2)(ii) of § 1.121 requires that each amendment 
submission set forth the status (i.e., pending or cancelled) of all 
patent claims and all added claims as of the date of the submission, 
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as not all claims (non-amended claims) are to be presented with 
each submission, paragraph (b)(2)(iv). The absence of submission 
of the claim status would result in an incomplete reply (§ 
1.135(c)). 


Paragraph (b)(2)(iii) of § 1.121 requires that each claim amend- 
ment be accompanied by an explanation of the support in the 
disclosure of the patent for the amendment. The absence of an 
explanation would result in an incomplete reply (§ 1.135(c)). 


Comment 56: One comment requested that the Office clarify how 
an applicant would satisfy this requirement when the amendment 
involves a simple editorial change, or when the amendment uses 
terms that find no explicit support in the patent. 


Response: When it is clear that the amendment simply involves an 
editorial change and doesnot add material for which support in the 
disclosure is required, the reply may simply explain that the 
amendment is merely making an editorial change. When the 
amendment uses terms that find no explicit support in the 
specification, the reply must set forth where the specification 
provides, at least implicitly, support for the amendment as required 
by 35 U.S.C. 112, 4 1. In addition, an amendment to the 
specification to secure correspondence between the specification 
and the claims will also be required. See § 1.75(d)(1) and MPEP 
608.01(0). Obviously, an amendment that does not find either 
explicit or at least implicit support in the specification as required 
by 35 U.S.C. 112, ¥ 1, is not permitted. See 35 U.S.C. 251, 4 1, 
(last sentence). 


Proposed paragraphs (b)(2)(iv) and (v) of this section, relating to 
a requirement for presentation of all amendments as of the date 
any amendment to the claims is made, and to the treatment of the 
failure to submit a copy of any added claim as a direction to cancel 
that claim, were not implemented. 


Paragraph (b)(3) of § 1.121 clarifies that amendments to the patent 
drawings are not permitted and that any change must be by way of 
a new sheet of drawings with the amended figures being identified 
as “amended” and with added figures identified as “new” for each 
sheet that has changed. The paragraph contains material from 
cancelled § 1.115. 


Paragraph (b)(4) of § 1.121, added in view of the deletion of § 
1.115 paragraph (d), requires amendment of the disclosure in 
certain situations (i.e., to correct inaccuracies of description and 
definition) and to secure substantial correspondence between the 
claims, the remainder of the specification, and the drawings. The 
previous requirement for “correspondence” has been modified by 
use of “substantial correspondence.” See comments to § 1.115. 


Paragraph (b)(5) of § 1.121, containing material transferred from 
proposed paragraph (b)(2)(vi) (now deleted), clarifies that: (1) No 
reissue patent will be granted enlarging the scope of the claims 
unless applied for within two years from the grant of the original 
patent (additional broadening outside the two-year limit is appro- 
priate as long as some broadening occurred within the two-year 
period, /n re Doll, 419 F.2d 925, 164 USPQ 218 (CCPA1970)); 
and (2) no amendment may introduce new matter or be made in an 
expired patent. 


Paragraph (b)(6) of § 1.121 has been added to clarify that all 
amendments must be made relative to (i.e., vis-a-vis) the specifi- 
cation (including the claims) and drawings of the original patent as 
of the date of the filing of the reissue application. If there was a 
prior change to the patent (made via a prior reexamination 
certificate, reissue of the patent, certificate of correction, etc.), the 
first amendment must be made relative to the patent specification 
aschanged by the prior proceeding or other mechanism for 
changing the patent. In addition, all amendments subsequent to the 
first amendment must be made relative to the patent specification 
in effect as of the date of the filing of the reissue application, and 
not relative to the prior amendment. 


Paragraph (c) of § 1.121 clarifies that amendments in reexamina- 
tion proceedings are to be made in accordance with § 1.530(d). 
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Section 1.121 as applied to reissue applications does not provide 
for replacement pages whereby a new page would be physically 
substituted for a currently existing page. However, an applicant 
can direct that a page or pages (“Page(s) ) be cancelled and 
that updated materials be inserted in its place. 


The wide availability of word processing should enable applicants 
to more easily submit updated material providing greater accuracy 
and thereby eliminating the need for the Office to hand-enter 
amendments. To that end, § 1.125 is amended to reflect current 
practice that a substitute specification may be submitted in an 
application, other than a reissue application, at any point up to 
payment of the issue fee as a matter of right, provided that such 
substitute specification is submitted in compliance with the re- 
quirements set forth in § 1.125. 


Section 1.122: Section 1.122 is removed and reserved as repre- 
senting internal Office instruction. 


See comments related to § 1.101. 


Section 1.123: Section 1.123 is removed and reserved and its 
subject matter transferred to § 1.121 for better context. 


No comments were received regarding the proposed change to § 
1.123. 


Section 1.124: Section 1.124 is removed and reserved and its 
subject matter transferred to § 1.121 for better context. 


No comments were received regarding the proposed change to § 
1.124. 


Section 1.125: Section 1.125 is amended by addition of paragraphs 
(a) through (d). Section 1.125(a) retains the current practice that a 
substitute specification may be required by the examiner and has 
been clarified to note that if the legibility of the application papers 
shall render it difficult to consider the application, the Office may 
require a substitute specification 


Section 1.125 is amended in view of the continued prosecution 
application under § 1.53(d), to reflect the current liberalized 
practice as set forth in MPEP 608.01(q), and to delete the 
verification requirement for the no new matter statement. See 
comments to § 1.4(d). 


Section 1.125(b) specifically provides for the filing of a substitute 
specification, excluding the claims, at any point up to payment of 
the issue fee, if it is accompanied by: (1) a statement that the 
substitute specification includes no new matter; and (2) a 
marked-up copy of the substitute specification showing the matter 
being added to and the matter being deleted from the specification 
of record (i.e., the specification to be replaced by the substitute 
specification). While § 1.125(b)(2) requires the marked-up copy 
show the additions and deletions, it does not require that such 
additions and deletions be shown by underlining and bracketing. 
Rather, it permits the use of other indicia (e.g., redlining and 
strikeouts) to show additions and deletions so that the document- 
compare feature of conventional word-processing programs can be 
used to produce the marked-up substitute specification. 


Section 1.125(b), as proposed, would have required that a substi- 
tute specification contain only changes that were previously or 
concurrently submitted by an amendment under § 1.121. The 
Office, however, is not adopting this proposal. Creating a copy of 
the substitute specification showing the additions and deletions is 
relatively easy using the document-compare feature of a conven- 
tional word-processing program, when compared to the burden of 
preparing an amendment under § 1.121(a)(1) showing numerous 
changes to a specification. Thus, the Office is adopting the 
requirement currently set forth in MPEP 608.01(q) for a 
marked-up copy of the substitute specification showing the addi- 
tions and deletions. 


Comment 57: One comment stated that it is not clear exactly what 
is to be submitted with the substitute specification under paragraph 
(b)(2) of this section even though paragraph (c) requires it to be in 
clean form without markings 
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Response: Section 1.125 requires an applicant filing a substitute 
specification to submit:(1) the substitute specification in clean 
form without markings (§ 1.125(c)); (2) a marked-up copy 
showing the additions and deletions relative to the specification it 
is replacing (§ 1.125(b)(2)); and (3) a statement that the substitute 
specification includes no new matter (§ 1.125(b)(1)). 


Section 1.125(c) is amended to clarify that a substitute specifica- 
tion is to be submitted without markings as to amended material. 


Section 1.125(d) does not permit a substitute specification in 
reissue or reexamination proceedings as markings for changes 
from the patent are required therein. 


Section 1.126: Section 1.126 is amended to delete the phrase ”, 
except when presented in accordance with § 1.121(b)” for consis- 
tency with the change to § 1.121. 


No comments were received regarding § 1.126. 


Section 1.133: Section 1.133(b) is amended by replacement of 
“response” with “reply” in accordance with the change to § 1.111. 


No comments were received regarding the proposed change to § 
1.133. 


Section 1.134: Section 1.134 is amended by replacement of 
“response” with “reply” in accordance with the change to § 1.111. 


No comments were received regarding the proposed change to § 
1.134. 


Section 1.135: Section 1.135 paragraphs (a) and (c) are amended 
by replacement of “response” with “reply” in accordance with the 
change to § 1.111. Section 1.135(b) is amended to clarify that the 
admission of or refusal to admit any amendment after final 
rejection, and not just an amendment not responsive to the last 
Office action, shall not operate to save the application from 
abandonment. 


Section 1.135(c) is amended to provide that a new “time period” 
under § 1.134 may be given if a reply to a non-final Office action 
is substantially complete but consideration of some matter or 
compliance with some requirement has been inadvertently omit- 
ted. This replaces the practice in which an applicant may be given 
an opportunity to supply the omission through the setting of a 
“time limit” of one month that is not extendable. Under § 1.135(c) 
as adopted, a one-month shortened statutory time period will 
generally be set enabling an applicant to petition for extensions of 
time under § 1.136(a). Where 35 U.S.C. 133 requires a period 
longer than one month (i.e., actions mailed in the month of 
February), a shortened statutory period of 30 days will be set. 


The setting of a time period for reply under § 1.134 (rather than a 
time limit) results in the date of abandonment (when no further 
reply is filed) being the expiration of the new time period rather 
than the date of expiration of the period of reply set in the original 
Office action for which an incomplete reply was filed. Thus, the 
amendment to § 1.135(c) permits the filing of a continuing 
application as an alternative to completing the reply, whereas the 
previous practice required an applicant to complete the reply that 
was held to be incomplete orelse the application was held to be 
abandoned (retroactively) as of the expiration of the original 
period for reply. Thus, applicants had to file an unnecessary reply 
to preservependency where their only intent was to file a continu- 
ing application. Section 1.135(c), as amended, sets forth a new 
period within which a continuing application can be filed, without 
the applicant having to supply the omission in the prior application 
to preserve pendency. In addition, applicant may file any other 
reply as may be appropriate under § 1.111, regardless of whether 
a continuing application is filed. 


Comment 58: Two comments objected to the change on the basis 
that it is subject to intentional misuse. It is argued that it 
encourages an applicant to send in piecemeal replies and permits 
use of the time period as a subterfuge for extending prosecution as 
§ 1.135(c) does not specify how many times an incomplete reply 
can be given. 
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Response: 35 U.S.C. 154 as amended by Pub. L. 103-465 should 
provide the necessary incentive for applicants to prosecute an 
application without undue delay. Additionally, the examiner can 
determine that the failure to provide a complete reply was not 
“inadvertent” (especially where an applicant was previously noti- 
fied of the deficiencies in the reply), and not set a period under § 
1.135(c). 


Comment 59: One comment suggested amending § 1.135(c) from 
“may” to “shall” so that an examiner must provide an opportunity 
to an applicant to complete a reply, and that § 1.135(c) should not 
be limited to replies to non-final Office actions so that if an 
application is in condition for allowance except for an inadvertent 
omission it would be beneficial for all parties to provide the same 
benefit as for non-final actions. 


Response: The term “may” is used rather than “shall” to encourage 
applicants to provide a complete reply, in that an applicant 
providing an incomplete reply cannot be certain of being provided 
with an additional time period to prosecute the application. 


Section 1.113(a) provides that the only reply to a final Office action 
effective to avoid abandonment of an application is: (1) an 
amendment under § 1.116 that prima facie places the application 
in condition for allowance; or (2) a notice of appeal (and appeal 
fee) under § 1.191. Thus, the only reply under § 1.113(a) that will 
ensure that abandonment of the application will be avoided is: (1) 
an amendment under § 1.116 that cancels all of the rejected claims; 
or (2) a notice of appeal (and appeal fee) under § 1.191 (§ 
1.113(a)). That is, an applicant filing a proposed amendment under 
§ 1.116 or arguments in reply to a final Office action has no 
assurance that such reply will necessarily result in allowance of the 
application. Given the limited nature of the replies under § 1.113 
to a final Office action, it is not appropriate to provide a time 
period under § 1.135(c) to complete a reply to a final Office action. 


Section 1.135(c) is also amended to remove an unnecessary 
reference to consideration of the question of abandonment and to 
clarify that the reply for which applicant may be given a new time 
period to reply to must be a “non-final” Office action. 


Section 1.136: Section 1.136(a)(1) is amended to recite the 
availability of a maximum of five rather than four months as an 
extension of time, subject to any maximum period for reply set by 
statute. For example, when a one-month or 30-day period is set for 
reply to a restriction requirement or for completing a reply under 
§ 1.135(c), that period may be extended up to the six-month 
statutory (35 U.S.C. 133) maximum. In addition, as the two-month 
period set in § 1.192(a) for filing an appeal brief is not subject to 
the six-month maximum period specified in 35 U.S.C. 133, the 
period for filing an appeal brief may be extended up to seven 
months. 


Comment 60: At least one comment noted that there is no statutory 
authority under 35 U.S.C. 41(a)(8)(C) for the $2,010 amount set 
for the fifth month extension of time. 


Response: See the response to comment 5. 


Section 1.136(a)(1) is also amended by replacement of “respond” 
with “reply” in accordance with the change to § 1.111 and for 
clarification. 


Section 1.136(a)(2) is amended by replacement of “respond” with 
“reply” in accordance with the change to § 1.111 and other 
clarification changes. 


Comment 61: One comment questioned whether the addition in 
paragraph (a)(2) of § 1.136 that requires a reply to be filed prior to 
the expiration of the period of extension to avoid abandonment of 
the application will affect the timely filing of a reply under § 1.8 
or § 1.10 where the mail date rather than the receipt date is the end 
of the period for reply. 


Response: The referred to addition has been noted to be a 
clarification and not a change in practice. The added language does 
not change current practice under § 1.8 and § 1.10. 
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Section 1.136 is amended by addition of paragraph (a)(3) that 
provides for the filing in an application a general authorization to 
treat any reply requiring a petition for an extension of time for its 
timely submission as containing a request therefor for the appro- 
priate length of time. The authorization may be filed at any time 
prior to or with the submission of a reply that would require an 
extension of time for its timely submission, inciuding submission 
with the application papers. Previously, the mere presence of a 
general authorization, submitted prior to or with a reply requiring 
an extension of time, to charge all required fees does not amount 
to a petition for an extension of time for that reply (MPEP 201.06 
and 714.17) and under the proposed amended rule the submission 
of a reply requiring an extension of time for its timely submission 
would not be treated as an inherent petition for an extension of 
timeabsent an authorization for all necessary extensions of time. 
The Office will continue to treat all petitions for an extension of 
time as requesting the appropriate extension period notwithstand- 
ing an inadvertent reference to a shorter period for extension and 
will liberally interpret comparable papers as petitions for an 
extension of time. Applicants are advised to file general authori- 
zations for payment of fees and petitions for extensions of time as 
separate papers rather than as sentences buried in papers directed 
to other matters (such as an application transmittal letter). The use 
of individual papers directed only to an extension of time or to a 
general authorization for payment of fees would permit the Office 
to more readily identify the presence of such items and list them 
individually on the application file jacket, thus facilitating future 
identification of these authorizations. 


Comment 62: Two comments requested that it be clarified whether 
the reference to submission of a paper with an authorization is to 
be construed as allowing for submission of a standard sentence in 
a general reply to an Office action that includes a check box on 
anapplication transmittal form. 


Response: The comments have been adopted and the proposed 
language of paragraph (a)(3) of § 1.136 modified to replace the 
reference to “paper” with “written request.” 


Section 1.136(a)(3) is additionally amended to provide that general 
authorizations to charge fees are effective to meet not only the 
requirement for the extension of time fee for replies filed concur- 
rent or subsequent to the authorization but also represent a 
constructive petition for an extension of time, which is a change 
from current practice wherein a general authorization to charge 
additional fees does not represent a petition for an extension of 
time, which petition must be separately requested. 


Section 1.136(a)(3) also includes the sentence “ubmission of the 
fee set forth in § 1.17(a) will also be treated as a constructive 
petition for an extension of time in any concurrent reply requiring 
a petition for an extension of time under this paragraph for its 
uumely submission.” This provides for those instances in which an 
applicant files a reply with a check (or other means of payment 
under § 1.23) for the requisite fee under § 1.17(a)(1) through (5) 
for the petition under § 1.136(a) required to render such reply 
timely, but omits a request (i.e., a petition) for an extension of time 
under § 1.136(a). In such instances, the mere submission of the 
appropriate fee will be treated as a constructive petition for the 
extension of time to render the reply timely. 


Section 1.136(b) is amended for clarity and to replace the phrase 
“response” with the phrase “reply” for consistency with § 1.111. 


Section 1.137: Section 1.137 is amended to, inter alia, incorporate 
revival of abandoned applications and lapsed patents for the 
failure: (1) to timely reply to an Office requirement in a provisional 
application (§ 1.139); (2) to timely pay the issue fee for a design 
application (§ 1.155); (3) to timely pay the issue fee for a utility or 
plant application ( § 1.316); or (4) to timely pay any outstanding 
balance of the issue fee ( § 1.317) (lapsed patents). 


Section 1.137(a) is amended to provide: (1) that it is the paragraph 
that applies to petitions under the “unavoidable” standard; (2) that 
“where the delay in reply was unavoidable, a petition may be filed 
to revive an abandoned application or a lapsed patent pursuant to 
*; and (3) the requirements for a grantable petition pursuant to § 
1.137(a) in paragraphs (a)(1) through (a)(4). 
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Section 1.137(a)(1) (and § 1.137(b)(1)) are amended to provide 
that a grantable petition pursuant to § 1.137(a) must be accompa- 
nied by “he required reply, unless previously filed.” Section 
1.137(a)(1) (and § 1.137(b)(1)) is amended to further provide that 
“n a nonprovisional application abandoned for failure to prosecute, 
the required reply may be met by the filing of a continuing 
application” and that “n an application or patent, abandoned or 
lapsed for failure to pay the issue fee or any portion thereof, the 
required reply must be the payment of the issue fee or any 
outstanding balance thereof.” 


Under § 1.137(a)(1) (and § 1.137(b)(1)), a continuing application 
is a permissive (i.e., “may be met”) reply in a nonprovisional 
application abandoned for failure to prosecute, in that an applicant 
in a nonprovisional application abandoned for failure to prosecute 
may file a reply under § 1.111 to a non-final Office action or a reply 
under § 1.113 (e.g., notice of appeal) to a final Office action, or 
may simply file a continuing application as the required reply. The 
Office, however, may require a continuing application (or request 
for further examination pursuant to § 1.129(a)) to meet the reply 
requirement of § 1.137(a)(1) (or § 1.137(b)(1)) where, under the 
circumstances of the application, treating a reply under § 1.111 or 
§ 1.113 would place an inordinate burden on the Office. Exemplary 
circumstances of when treating areply under § 1.111 or § 1.113 
may place an inordinate burden on the Office are: (1) an applica- 
tion abandoned for an inordinate period of time; (2) the application 
file containing multiple or conflicting replies to the last Office 
action; and (3) the submission of a reply or replies under § 
1.137(a)(1) (or § 1.137(b)(1)) that are questionable as to compli- 
ance with § 1.111 or § 1.113. 


While the revival of applications abandoned for failure to timely 
prosecute and for failure to timely pay the issue fee are incorpo- 
rated together in § 1.137, the statutory provisions for the revival of 
an application abandoned for failure to timely prosecute and for 
failure to timely submit the issue fee are mutually exclusive. See 
Brenner v. Ebbert, 398 F.2d 762, 1S7TUSPQ 609 (D.C. Cir.), cert. 
denied 393 U.S. 926, 159 USPQ 799 (1968). 35 U.S.C. 151 
authorizes the acceptance of a delayed payment of the issue fee, if 
the issue fee “is submitted . . . and the delay in payment is shown 
to have been unavoidable.” 35 U.S.C. 41(a)(7) likewise authorizes 
the acceptance of an “unintentionally delayed payment of the fee 
for issuing each patent.” Thus, 35 U.S.C. 41(a)(7) and 151 each 
require payment of the issue feeas a condition of reviving an 
application abandoned or patent lapsed for failure to pay the issue 
fee. Therefore, the filing of a continuing application without 
payment of the issue fee or any outstanding balance thereof is not 
an acceptable proposed reply in an application abandoned or 
patent lapsed for failure to pay the issue fee or any portion thereof. 


The Notice of Allowance requires the timely payment of the issue 
fee in effect on the date of its mailing to avoid abandonment of the 
application. In instances in which there is an increase in the issue 
fee by the time of payment of the issue fee required in the Notice 
of Allowance, the Office will mail a notice requiring payment of 
the balance of the issue fee then in effect. See In re Mills, 12 
USPQ2d 1847 (Comm’r Pat. 1989). The phrase “for failure to pay 
the issue fee or any portion thereof” applies to those instances in 
which the applicant fails to pay either the issue fee required in the 
Notice of Allowance or the balance of the issue feerequired in a 
subsequent notice. In such instances, the proposed reply must be 
the issue feethen in effect, if no portion of the issue fee was 
previously submitted, or any outstanding balance of the issue fee 
then in effect, if a portion of the issue fee was previously 
submitted. 


These changes to § 1.137(a)(1) (and § 1.137(b)(1)) are necessary 
to incorporate into § 1.137 the revival of abandoned applications 
and lapsed patents for the failure to: (1) timely reply to an Office 
requirement in a provisional application (§ 1.139), (2) timely pay 
the issue fee (§ 1.155 and § 1.316), or (3) timely pay any 
outstanding balance of the issue fee ( § 1.317). 


Section 1.137(a)(3) is amended to provide that a grantabie petition 
pursuant to § 1.137(a) must be accompanied by “ showing to the 
satisfaction of the Commissioner that the entire delay in filing the 
required reply from the due date for the reply until the filing of a 
grantable petition pursuant to this paragraph was unavoidable.” 
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Section 1.137(a) deletes the requirement that a petition thereunder 
be “promptly filed after the applicant is notified of, or otherwise 
becomes aware of, the abandonment.” The genesis of the 
“promptly filed” requirement in § 1.137(a) is the legislative history 
of Pub. L. 97-247, 3, 96 Stat. 317 (1982) (which provides for the 
revival of an “unintentionally” abandoned application), which 
provides, inter alia, that: 


In order to prevent abuse and injury to the public the Commis- 
sioner could require a terminal disclaimer equivalent to the period 
of abandonment and could require applicants to act promptly after 
becoming aware of the abandonment. 


See H.R. Rep. No. 542, 97th Cong., 2d Sess. 7 (1982), reprinted in 
1982 U.S.C.C.A.N. 771 (emphasis added). 


Nevertheless, 35 U.S.C. 133 and 151 each require a showing that 
the “delay” was “unavoidable,” which requires not only a showing 
that the delay which resulted in the abandonment of the application 
was unavoidable, but also a showing of unavoidable delay until the 
filing of a petition to revive. See In re Application of Takao, 17 
USPQ2d 1155 (Comm’r Pat. 1990). The burden of continuing the 
process of presenting a grantable petition in a timely manner 
likewise remains with the applicant until the applicant is informed 
that the petition is granted. /d. Thus, an applicant seeking to revive 
an “unavoidably” abandoned application must cause a petition 
under § 1.137(a) to be filed without delay (i.e., promptly upon 
becoming notified, or otherwise becoming aware, of the abandon- 
ment of the application). 


An applicant who fails to file a petition under § 1.137(a) 
“promptly” upon becoming notified, or otherwise becoming 
aware, of the abandonment of the application will not be able to 
show that “the entire delay in filing the required reply from the due 
date for the reply until the filing of a grantable petition pursuant to 
was unavoidable.” The removal of the language in § 1.137(a) 
requiring that any petition thereunder be “promptly filed after the 
applicant is notified of, or otherwise becomes aware of, the 
abandonment” should not be viewed as: (1) permitting an appli- 
cant, upon becoming notified, or otherwise becoming aware, of the 
abandonment of the application, to delay the filing of a petition 
under § 1.137(a); or (2) changing (or modifying) the result in /n re 
Application of S, 8 USPQ2d 1630 (Comm’r Pat. 1988), in which 
a petition under § 1.137(a) was denied due to the applicant's 
deliberate deferral in filing a petition under § 1.137. An applicant 
who deliberately chooses to delay the filing of a petition under § 
1.137 (as in Application of S) will not be able to show that “the 
entire delay in filing the required reply from the due date for the 
reply until the filing of a grantable petition pursuant to [§ 1.137(a)] 
was unavoidable” or even make an appropriate statement that “the 
entire delay in filing the required reply from the due date for the 
reply until the filing of a grantable petition pursuant to [§ 1.137(b)] 
was unintentional.” 


Therefore, the requirement in § 1.137(a) that a petition thereunder 
be “promptly filed after the applicant is notified of, or otherwise 
becomes aware of, the abandonment” is deleted solely because it 
is considered redundant in light of the requirement for a showing 
that the entire delay in filing the required reply from the due date 
for the reply until the filing of a grantable petition pursuant to § 
1.137(a) was unavoidable. 


Section 1.137(a)(3) (and § 1.137(b)(3)) is further amended to 
delete the requirement that the showing (statement) must be a 
verified showing or statement if made by a person not registered to 
practice before the Patent and Trademark Office. Section 1.56 
currently provides that each individual associated with the filing 
and prosecution of a patent application has a duty of candor and 
good faith. Sections § 1.4(d) and § 10.18 are amended to provide 
that a signature on a paper submitted to the Office constitutes an 
acknowledgment that willful false statements are punishable under 
18 U.S.C. 1001, and may jeopardize the validity of the application 
or any patent issuing thereon. Therefore, requiring additional 
verification of a showing or statement under § 1.137 would be 
redundant. In addition, this requirement results in delays in the 
treatment of the merits of petitions that include unverified state- 
ments. 





Fesruary 20, 2001 


Section 1.137(a)(4) (and § 1.137(b)(4)) are added to provide that 
a grantable petition under § 1.137 must be accompanied by “ny 
terminal disclaimer (and fee as set forth in § 1.20(d)) required 
pursuant to [§ 1.137(c)].” 


Section 1.137(b) is amended to provide: (1) that it is the paragraph 
that applies to petitions under the “unintentional” standard; (2) that 
“where the delay in reply was unintentional, a petition may be filed 
to revive an abandoned application or a lapsed patent pursuant to 
{§ 1.137(b)]”; and (3) the requirements for a grantable petition 
pursuant to § 1.137(b) in paragraphs (b)(1) through (b)(4). 


Section 1.137(b)(1) is amended (as discussed supra) to provide 
that a grantable petition under § 1.137(b) must be accompanied by 
“he required reply, unless previously filed.” Section 1.137(b)(1) is 
amended to further provide that “n a nonprovisional application 
abandoned for failure to prosecute, the required reply may be met 
by the filing of a continuing application” and that “[iJn an 
application or patent, abandoned or lapsed for failure to pay the 
issue fee or any portion thereof, the required reply must be the 
payment of the issue fee or any outstanding balance thereof.” 


Section 1.137(b)(3) is amended to provide that a grantable petition 
under § 1.137(b) must be accompanied by [a]* statement that the 
entire delay in providing the required reply from the due date for 
the reply until the filing of a grantable petition pursuant to this 
paragraph was unintentional” and that “(t]he Commissioner may 
require additional information where there is a question whether 
the delay was unintentional.” While the Office will generally 
require only the statement that the entire delay in providing the 
required reply from the due date for the reply until the filing of a 
grantable petition pursuant to § 1.137(b) was unintentional, the 
Office may require an applicant to carry the burden of proof to 
establish that the delay from the due date for the reply until the 
filing of a grantable petition was unintentional within the meaning 
of 35 U.S.C. 41(a)(7) and § 1.137(b) where there is a question 
whether the entire delay was unintentional. See In re Application 
of G, 11 USPQ2d 1378, 1380 (Comm’r Pat. 1989). 


Section 1.137(b)(4) is amended to delete the one-year filing period 
requirement. Section 1.137(b)(4) is amended to provide that a 
grantable petition under § 1.137 must be accompanied by “[a]ny 
terminal disclaimer (and fee as set forth in § 1.20(d)) required 
pursuant to [§ 1.137(c)].” 


Requirement that the entire delay until the filing of a grantable 
petition was unavoidable (§ 1.137(a)) or unintentional (§ 
1.137(b)): 


There are three periods to be considered during the evaluation of 
a petition under § 1.137: (1) the delay in reply that originally 
resulted in the abandonment, (2) the delay in filing an initial 
petition pursuant to § 1.137 to revive the application; and (3) the 
delay in filing a grantable petition pursuant to § 1.137 to revive the 
application. 


Where the applicant deliberately permits an application to become 
abandoned (e.g., due to aconclusion that the claims are unpatent- 
able, that a rejection in an Office action cannot be overcome, or 
that the invention lacks sufficient commercial value to justify 
continued prosecution), the abandonment of such application is 
considered to be a deliberately chosen course of action, and the 
resulting delay cannot be considered as “unintentional” within the 
meaning of § 1.137(b). See Application of G, 11 USPQ2d at 1380. 
Likewise, where the applicant deliberately chooses not to seek or 
persist in seeking the revival of an abandoned application, or 
where the applicant deliberately chooses to delay seeking the 
revival of an abandoned application, the resulting delay in seeking 
revival of the abandoned application cannot be considered as 
“unintentional” within the meaning of § 1.137(b). An intentional 
delay resulting from a deliberate course of action chosen by the 
applicant is not affected by: (1) the correctness of the applicant’s 
(or applicant’s representative’s) decision to abandon the applica- 
tion or not to seek or persist in seeking revival of the application; 
(2) the correctness or propriety of a rejection, or other objection, 
requirement, or decision by the Office; or (3) the discovery of new 
information or evidence, or other change in circumstances subse- 
quent to the abandonment or decision not to seek or persist in 
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seeking revival. Obviously, delaying the revival of an abandoned 
application, by a deliberately chosen course of action, until the 
industry or a competitor shows an interest in the invention (a 
submarine application) is the antithesis of an “unavoidable” or 
“unintentional” delay. An intentional abandonment of an applica- 
tion, or an intentional delay in seeking either the withdrawal of a 
holding of abandonment in or the revival of an abandoned 
application, precludes < finding of unavoidable or unintentional 
delay pursuant to § 1.1. .. See In re Maldague, 10 USPQ2d 1477, 
1478 (Comm’r Pat. 1988). 


The Office does not generally question whether there has been an 
intentional or otherwise impermissible delay in filing an initial 
petition pursuant to § 1.137(a) or (b), when such petition is filed: 
(1) within three months of the date the applicant is first notified 
that the application is abandoned; and (2) within one year of the 
date of abandonment of the application. Thus, an applicant seeking 
revival of an abandoned application is advised to file a petition 
pursuant to § 1.137 within three months of the first notification that 
the application is abandoned to avoid the question of intentional 
delay being raised by the Office (or by third parties seeking to 
challenge any patent issuing from the application). 


Where a petition pursuant to § 1.137(a) or (b) is not filed within 
three months of the date the applicant is first notified that the 
application is abandoned, the Office may consider there to be a 
question as to whether the delay was unavoidable or even 
unintentional. In such instances, the Office may require: (1) a 
showing as to how the delay between the date the applicant was 
first notified that the application was abandoned and the date a § 
1.137(a) petition was filed was “unavoidable”; or (2) further 
information as to the cause of the delay between the date the 
applicant was first notified that the application was abandoned and 
the date a § 1.137(b) petition was filed, and how such delay was 
“unintentional.” To avoid delay in the consideration of a petition 
under § 1.137(a) or (b) in instances in which such petition was not 
filed within three months of the date the applicant was first notified 
that the application was abandoned, applicants should include a 
showing as to how the delay between the date the applicant is first 
notified by the Office that the application is abandoned and filing 
of a petition under § 1.137 was: (1) “unavoidable” in a petition 
under § 1.137(a); or (2) “unintentionai” in a petition under § 
1.137(b). 


Where a petition pursuant to § 1.137(a) or (b) is not filed within 
one year of the date of abandonment of the application (note that 
abandonment takes place by operation of law, rather than the 
mailing of a Notice of Abandonment), the Office may require: (1) 
further information as to when the applicant (or the applicant's 
representative) first became aware of the abandonment of the 
application; and (2) a showing as to how the delay in discovering 
the abandoned status of the application occurred despite the 
exercise of due care or diligence on the part of the applicant (or the 
applicant’s representative) (see Ex parte Pratt, 1887 Dec. Comm’r 
Pat. 31 (1887)). To avoid delay in the consideration of a petition 
under § 1.137(a)or (b) in instances in which such petition was not 
filed within one year of the date of abandonment of the application, 
applicants should include: (1) the date that the applicant first 
became aware of the abandonment of the application; and (2) a 
showing as to how the delay in discovering the abandoned status 
of the application occurred despite the exercise of due care or 
diligence on the part of the applicant. 


In either instance, applicant’s failure to carry the burden of proof 
to establish that the “entire” delay was “unavoidable” or “unin- 
tentional” may lead to the denial of a petition under § 1.137(a) or 
§ 1.137(b), regardless of the circumstances that originally resulted 
in the abandonment of the application. 


Section 1.137(d) specifies a time period within which a renewed 
petition pursuant to § 1.137 must be filed to be considered timely. 
So long as a renewed petition is timely filed under § 1.137(d) 
(including any properly obtained extensions of time), the Office 
will consider the delay in filing a renewed petition under § 
1.137(a) “unavoidable” under § 1.137(a)(3), and will consider the 
delay in filing a renewed petition under § 1.137(b) “unintentional” 
under § 1.137(b)(3). Where an applicant files a renewed petition, 
request for reconsideration, or other petition seeking review of a 
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prior decision on a petition pursuant to § 1.137 outside the time 
period specified in § 1.137(d), the Office may require, inter alia, a 
specific showing as to how the entire delay was “unavoidable” (§ 
1.137(a)) or “unintentional” (§ 1.137(b)). As discussed supra, a 
delay resulting from the applicant deliberately choosing not to 
persist in seeking the revival of an abandoned application cannot 
be considered “unavoidable” or “unintentional” within the mean- 
ing of § 1.137, and the correctness or propriety of the decision on 
the prior petition pursuant to § 1.137, the correctness of the 
applicant's (or the applicant’s representative’s) decision not to 
persist in seeking revival, the discovery of new information or 
evidence, or other change in circumstances subsequent to the 
abandonment or decision to not persist in seeking revival are 
immaterial to such intentional delay caused by the deliberate 
course of action chosen by the applicant. 


Retroactive application of § 1.137(b): 


There was no prohibition in former § 1.137(b) against requests for 
waiver of its one-year filing period requirement, however, waiver 
of the one-year filing period requirement of former § 1.137(b) was 
subject to strictly limited conditions (§ 1.183). See Final Rule 
entitled “Changes in Procedures for Revival of Patent Applications 
and Reinstatement of Patents,” published in the Federal Register 
at 58 FR 44277 (August 20, 1993), and in the Official Gazette at 
1154 Off. Gaz. Pat. Office 35 (September 14, 1993). Thus, under 
the terms of former § 1.137, an applicant in an application 
abandoned for more than one year could file either a petition under 
§ 1.137(a) to revive the application on the basis of “unavoidable” 
delay, or a petition under § 1.183 and § 1.137(b) to revive the 
application on the basis of “unintentional” delay. That is, where an 
application was abandoned for more than one year, and the delay 
was “unintentional” but not “unavoidable,” it was incumbent upon 
an applicant desiring revival of the application to promptly file a 
petition under § 1.183 and § 1.137(b) to revive the application. 


While § 1.137(b), as amended, is, by its terms, applicable to 
applications abandoned prior to its effective date, § 1.137(b) 
requires, by its terms, “[a] statement that the entire delay in 
providing the required reply from the due date for the reply until 
the filing of a grantable petition pursuant to this paragraph was 
unintentional.” Thus, where an applicant (or the applicant's 
representative) previously chose not to seek revival of an applica- 
tion (e.g., due to the opinion that the former provisions of § 
1.137(a) or (b) did not permit revival thereunder), the resulting 
delay in seeking revival of the application cannot be considered 
“unintentional” within the meaning of § 1.137(b). Likewise, where 
an applicant (or the applicant’s representative) previously re- 
quested revival of an application, received an adverse decision 
(e.g., a dismissal or denial), and chose not to persist in seeking 
revival of the application (e.g., by request for reconsideration or 
review), the resulting delay in seeking revival of the application 
likewise cannot be considered “unintentional” within the meaning 
of § 1.137(b). The elimination of the one-year filing period 
requirement in § 1.137(b) does not create a newright to overcome 
any prior intentional delay caused by a deliberate course of action 
(or inaction) chosen by the applicant. Thus, any applicant filing a 
petition under § 1.137 after the effective date of this Final Rule, but 
outside the period set in § 1.137(d) for seeking reconsideration of 
a prior adverse decision on a request to revive an application will 
be considered to have acquiesced in the abandonment of the 
application or lapse of the patent. 


Section 1.137(c) is amended to change the introductory phrase 
“{ijn ail applications filed before June 8, 1995, and in all design 
applications filed on or after June 8, 1995” to “[iJn a design 
application, a utility application filed before June 8, 1995, or a 
plant application filed before June 8, 1995” for clarity. Section 
| 137{c) is further amended to change the phrase “any petition to 
revive pursuant to paragraph (a) of this section” to “any petition to 
revive pursuant to this section,” and the phrase “not filed within six 
months of the date of abandonment of the applications” is deleted. 
Section 1.137(c) is further amended to change the phrase “must 
also apply to any patent granted on any continuing application 
entitled under 35 U.S.C. 120 to the benefit of the filing date of the 
application for which revival is sought” to “must also apply to any 
patent granted on any continuing application that contains a 
specific reference under 35 U.S.C. 120, 121, or 365(c) to the 
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application for which revival is sought,” since it is the ciaim for, 
and not the entitlement to, the benefit of the filing date of the 
application for which revival is sought that triggers the require- 
ment for the filing of a terminal disclaimer in the continuing 
application 


Section 1.137(d) is amended to change “application” to “aban- 
doned application or lapsed patent” to incorporate into § 1.137 the 
revival of lapsed patents. In view of the elimination of a time 
period from § 1.137(b), the provisions of former § 1.137(e) are 
incorporated into § 1.137(d) as “nless a decision indicates other- 
wise, this time period may be extended under the provisions of § 
1.136.” 


Section 1.137(e) is amended to expressly provide that a provi 
sional application, abandoned for failure to timely reply to an 
Office requirement, may be revived pursuant to § 1.137(a) or (b) so 
as to be pending for a period of no longer than twelve months from 
its filing date. In accordance with 35 U.S.C. 111(b)(5), § 1.137(e) 
clearly indicates that “nder no circumstances will a provisional 
application be regarded as pending after twelve months from its 
filing date.” Prior § 1.139(a) and (b) each provided that a 
provisional application may be revived so as to be pending for a 
period of no longer than twelve months from its filing date, and 
that under no circumstances will a provisional application be 
regarded as pending after twelve months from its filing date. 


Comment 63: The majority of comments opposed amending § 
1.137(a) and (b) to include time limits based upon the mail date of 
a notification of abandonment, as well as the retroactive applica- 
tion of such a change to the rules of practice. While these 
comments recognized that any filing period requirement § 1.137 is 
better based upon the date of notification, rather than the date of 
abandonment, they argued that there will inevitably be instances in 
which a blameless applicant will not be able to meet the filing 
period requirement due to extenuating circumstances. The major- 
ity of comments supported amending § 1.137(a) and (b) to remove 
the filing period requirement, as well as the retroactive application 
of such a change to the rules of practice. 


Response: The Office will adopt a § 1.137 that does not include 
filing period requirements, and will not limit the retroactive 
application of § 1.137(b) as adopted, other than by the terms of the 
tule (as discussed supra) 


Comment 64: One comment generally supported the change to § 
1.137(b) to remove the filing period requirement, but expressed 
concerns as to the routine revival of abandoned applications. The 
comment specifically suggested that the Office continue to require 
a high showing to justify the revival of an abandoned application, 
especially where the petition was filed substantially after abandon- 
ment or applicant’s receipt of the notice of abandonment. 


Response: The Office does not consider the revival of an aban- 
doned application to be a “routine” matter. The Office will require, 
inter alia, a “showing to the satisfaction of the Commissioner that 
the entire delay in filing the required reply from the due date for 
the reply until the filing of a grantable petition pursuant to [§ 
1.137(a)] was unavoidable” as a prerequisite to the grant of any 
petition based upon unavoidable delay (§ 1.137(a)). The Office 
will require, inter alia, a “statement that the entire delay in filing 
the required reply from the due date for the reply until the filing of 
a grantable petition pursuant to [§ 1.137(b)] was unintentional” by 
a registered practitioner or other party in interest having firsthand- 
knowledge of the circumstances surrounding the delay as a 
prerequisite to the grant of any petition based upon unintentional 
delay (§ 1.137(b)). The Office expects that such statement made by 
a registered practitioner not having first hand knowledge of the 
circumstances surrounding the delay be based upon a reasonable 
investigation of the circumstances surrounding the abandonment 
of the application (§ 10.18), and that such statement by any person 
be consistent with the duty of candor and good faith and the duty 
to disclose material information to the Office (§ 1.56). 


Regardless of the length of the delay, § 1.137(a) requires that the 
entire delay in filing the required reply from the due date for the 
reply until the filing of a grantable petition pursuant to § 1.137(a) 
was unavoidable. Likewise, regardless of the length of the delay, § 
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1.137(b) requires that the entire delay in filing the required reply 
from the due date for the reply until the filing of a grantable 
petition pursuant to § 1.137(b) was unintentional. As “uninten- 
tional” delay does not require that the delay have occurred despite 
the exercise of due care and diligence (as does “unavoidable” 
delay), the Office does not routinely require a “showing” of 
unintentional delay for a petition under § 1.137(b). However, 
where there may be a question whether the delay was uninten- 
tional, the Office may require a showing of unintentional delay for 
a petition under § 1.137(b). Such question may arise from papers 
submitted to the Office prior to the petition under § 1.137(b) (e.g., 
a letter of express abandonment, or other communication evidenc- 
ing a desire to discontinue prosecution) or from facts set forth in 
the petition itself. Such question may also arise simply from the 
length of the delay between the date the applicant was notified of 
the abandoned status of the application and the date action was 
taken to revive the abandoned application, or the length of the 
period of abandonment. Specifically, where there is a delay of 
three months between the date the applicant was notified of the 
abandoned status of the application (i.e., the mail date of the notice 
of abandonment) and the date a petition under § 1.137(b) was filed, 
or where the application was abandoned for more than one year 
prior to the date a petition under § 1.137(b) was filed, the Office 
may require further information and a showing that the delay was 
unintentional. 


Finally, it should be stressed that the mere fact that a petition under 
§ 1.137(b) was filed within three months of the date the applicant 
was notified of the abandoned status of the application (ie., the 
mail date of the notice of abandonment) or within one year of the 
date of abandonment does not imply that the delay was “uninten- 
tional.” That is, an applicant who deliberately delays the filing of 
a petition under § 1.137 until three months from the mail dateof the 
notice of abandonment (or based upon the one-year anniversary of 
the date of abandonment) cannot appropriately make the statement 
that “the delay was unintentional.” This time frame is provided 
simply as an indication as to when an applicant should expect the 
Office to inquire further into the circumstances of the abandonment 
of an application for which a petition under § 1.137(b) is filed, and 
in which case the applicant may expedite consideration of such 
petition by providing information as to when applicant was 
notified of the abandoned status of the application, and the cause 
of the delay between the date of notification and the date a petition 
under § 1.137 was filed. 


Comment 65: One comment suggested that the Office include in § 
1.137 all of the basic interpretations and guidelines by which the 
Office applies § 1.137. The comment specifically suggested that § 
1.137 include the time periods (e.g., three months) by which the 
Office measures the applicant's diligence in taking action to revive 
the application and the differences between post-abandonment 
delay in taking action to revive the application and any pre- 
abandonment delay which may have resulted in the abandonment 


Response: The Office will adopt a § 1.137 that does not include 
filing period requirements, but requires that the “entire” delay was 
“unavoidable” (§ 1.137(a)) or “unintentional” (§ 1.137(b)). The 
requirements for a petition to revive an abandoned application or 
lapsed patent are set forth in § 1.137; additionally, the Office will 
set forth its basic interpretations and guidelines for application of 
§ 1.137 (instructional information) in the MPEP. 


Section 1.181 provides the basis for generic requests for relief by 
petition, and sets forth a two-month time period therein for the 
timely filing of a petition (§ 1.181(f)). While the three-month time 
frame employed by the Office during the consideration petitions 
under § 1.137 exceeds the two-month period in § 1.181(f) for the 
timely filing of a petition, this three-month period is the most 
frequently set period for reply by an applicant (see MPEP 
710.02(b)). While the Office considers the two-month period in § 
1.181(f) to be the appropriate period by which the timeliness of a 
petition should be determined, it is certainly reasonable to expect 
that any applicant desiring to restore an abandoned application to 
pending status will file a petition under § 1.137 to revive such 
abandoned application no later than three months after notification 
of abandonment of the application. See In re Kokaji, | USPQ2d 
2005, 2006 (Comm’r Pat. 1986). 
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The “three-month” time frame set forth in this Final Rule is a 
guideline as to when an applicant can expect further inquiry by the 
Office (and, as such, should attempt to provide the relevant 
information in the initial petition to avoid delay), in that: (1) it is 
possible that an applicant is incapable of filing a petition under § 
1.137 within three months of the date of notification of abandon- 
ment (e.g., pro se applicant incapacitated from date of notification 
of abandonment until action taken to revive the application) 
rendering the entire delay in filing the required reply from the due 
date for the reply until the filing of a grantable petition unavoid- 
able; and (2) it is also possible that an applicant, by a deliberately 
chosen course of action, delays the filing of a petition under § 
1.137 until exactly three months after the date of notification of 
abandonment to use this period as an extension of time, in which 
case a statement that “the entire delay in filing the required reply 
from the due date for the reply until the filing of a grantable 
petition pursuant to this paragraph was unintentional” is not 
appropriate. To avoid substitution of the three-month time frame 
for review by the Office forthe requirement for unavoidable or 
unintentional delay, the Office will not amend § 1.137 to include 
this time frame. 


Comment 66: One comment indicated that the phrase “the delay 
was unintentional” is unclear. The comment recited a specific 
example in which an applicant, under final rejection,submits an 
amendment or other correspondence which is believed by the 
applicant to place the application in condition for allowance (and 
thus constitute a reply within the meaning of § 1.113), and, as 
such, the applicant, in a deliberate course of action/inaction, takes 
no further steps to ensure the filing a reply within the meaning of 
§ 1.113 (e.g., a notice of appeal) to the final rejection. The 
comment suggested that § 1.137 is unclear as to whether the delay 
in this situation, which may be deliberate or intentional in the 
literal sense, would constitute an “unintentional” delay within the 
meaning of § 1.137(b). 


Response: The Office has amended § 1.137 to require that “the 
entire delay in filing the required reply from the due date for the 
reply until the filing of a grantable petition” was “unavoidable” (§ 
1.137(a)) or “unintentional” (§ 1.137(b)). Thus, intentional delays 
occurring prior to the due date for reply to avoid abandonment do 
not preclude relief pursuant to § 1.137. Should the delay in the 
example given extend past the extendable due date for reply (under 
§ 1.113) to the final rejection, an appropriate statement of 
unintentional delay could be made as the applicant did not intend 
to have the deadline for reply under § 1.113 to the final rejection 
expire. 


In addition, there is a distinction between: (1) a delay resulting 
from an error in judgment as to whether to permit an application 
to become abandoned (whether to prosecute the application) or 
whether to seek or persist in seeking the revival of the abandoned 
application; and (2) a delay resulting from an error in judgment as 
to the steps necessary to continue the prosecution delay in seeking 
revival of the application. Where the abandonment and ensuing 
delay results from an error in judgment as to whether to permit an 
application to become abandoned (whether to prosecute the 
application) or whether to seek or persist in seeking the revival of 
the abandoned application, the abandonment of such application is 
considered a deliberately chosen course of action, and the resulting 
delay cannot be considered “unintentional” within the meaning of 
§ 1.137(b). 


Where, however, an error in judgment asto the steps necessary to 
continue prosecution results in abandonment of the application, the 
abandonment of such application is not necessarily considered a 
deliberately chosen course of action, and the resulting delay may 
be considered “unintentional” within the meaning of § 1.137(b). 


However, § 1.116 and § !.135(b) are manifest that proceedings 
concerning an amendment after final rejection will not operate to 
avoid abandonment of the application in the absence ofa timely 
and proper appeal. Unless the applicant is informed in writing that 
the application is allowed prior to the expiration of the period for 
reply to the final Office action, it is the applicant's responsibility to 
timely file a notice of appeal (and fee) to avoid the abandonment 
of the application. The abandonment of an application subject to a 
final Office action is not “unavoidable” within the meaning of 35 
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U.S.C. 133 and § 1.137(a) in the situation in which the applicant 
simply permits the maximum extendable statutory period for reply 
to a final Office action to expire while awaiting a notice of 
allowance or other action 


Comment 67: One comment opposed the changes to § 1.137 on the 
bases that: (1) it permits submarine patents, in that an applicant 
may permit an application to become abandoned and wait to see 
whether the invention was developed by other entities; and (2) the 
revival of along-abandoned application will have an adverse 
impact on the examiner, in that the examiner who originally 
examined thai application may no longer be at the Office, or will 
have to reacquaint himself or herself with the application. 


Response: The change to § 1.137(b) does not permit an applicant 
to obtain revival where either: (1) the applicant deliberately 
permitted the application to become abandoned; or (2) the appli- 
cant deliberately delayed seeking revival to see whether the 
invention was developed by other entities. It is well established 
that where applicant deliberately permits an application to become 
abandoned, the abandonment of such application is considered a 
deliberately chosen course of action, and the resulting delay cannot 
be considered “unintentional” within the meaning of § 1.137(b). 
See Application of G, 11 USPQ2d at 1380. Likewise, where the 
applicant deliberately chooses not to either seek or persist in 
seeking the revival of an abandoned application, the resulting 
delay in seeking revival of the application cannot be considered 
“unintentional” within the meaning of § 1.137(b). The intentional 
abandonment of an application, or an intentional delay in seeking 
either the withdrawal of a holding of abandonment in or the revival 
of an abandoned application, precludes a finding of unavoidable or 
unintentional delay pursuant to § 1.137. See Maldague, 10 
USPQ2d at 1478. 


While it is possible for an applicant to make a misleading 
statement that the delay was unintentional to obtain revival of an 
abandoned application, the Office simply must rely upon the 
candor and good faith of those prosecuting patent applications 
(e.g., it is equally possible for a party to fabricate evidence and 
obtain the revival of a long-abandoned application on the basis of 
unavoidable delay). Any applicant obtaining revival based upon a 
misleading statement that the delay was unintentional may find the 
achievement short-lived as a result of the question of intentional 
delay being raised by third parties challenging any patent issuing 
from the application. 


The revival of any long-abandoned application will have an 
adverse impact on the examiner; however, long-abandoned appli- 
cations have been previously revived pursuant to § 1.137(a) on the 
basis of unavoidable delay. See In re Lonardo, 17 USPQ2d 1455 
(Comm’r Pat.i990) (application revived after being abandoned for 
more than sixteen years). Thus, this change to § 1.137(b) will not 
create a burden on examiners that did not exist before, and could 
in fact reduce the burden as a result of the requirement that in 
applications abandoned for excessive periods of time would have 
to show that the entire delay was “unavoidable” or “unintentional.” 


Comment 68: One comment suggested that the two-year limitation 
in 35 U.S.C. 41(c) is a “good compromise” in regard to a filing 
period for filing petitions to revive based upon unintentional delay. 


Response: The suggestion is not adopted. Changing the one-year 
filing period requirement in § 1.137(b) to a two-year filing period 
requirement would not substantially change the problem caused by 
a filing period requirement, namely, that it causes inequitable 
results in certain instances. In addition, the inclusion of any filing 
period requirement in § 1.137(a) or (b) will likely induce appli- 
cants, or their representatives, to delay the filing of a petition under 
§ 1.137 until the end of such filing period. See Application of S, 8 
USPQ2d at 1632. The Office has no discretion in regard to the 
twenty-four month filing period requirement in 35 U.S.C. 41(c), 
but the presence of a twenty-four month filing period requirement 
in 35 U.S.C. 41(c) does not imply that the Office must place a 
twenty-four month filing period requirement into the rules imple- 
menting 35 U.S.C. 41(a)(7), which contains no filing period 
requirement. 
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Comment 69: One comment opposed the changes to § 1.137 on the 
basis that the right to revive an abandoned application should be 
limited due to the public’s right to practice a technology “that an 
applicant has abandoned.” 


Response: 35 U.S.C. 41(a)(7) authorizes the Office to revive an 
abandoned application wherethe abandonment was unintentional 
(or unavoidable, the epitome of unintentional), but not where the 
abandonment was intentional. Section 1.137 does not authorize the 
revival of an abandoned application where the applicant, by 
deliberate course of action, has abandoned an application or 
delayed seeking its revival. Additionally, in many instances the 
disclosure in a patent maturing from a revived application would 
not have been disclosed and the technology therein would not be 
public knowledge, but for the revival of the application. 


Comment 70: One comment suggested the need for an intervening 
rights provision to protect innocent infringers. 


Response: The issue of intervening rights relates to the enforce- 
ment of patent rights, which does not directly concern the conduct 
of proceedings in the Office. Thus, it is unclear whether the Office 
is authorized under 35 U.S.C. 6 to promulgate regulations includ- 
ing an intervening rights provision 


Comment 71: Several comments suggested that § 1.137(b) be 
amended to include the “promptly filed” requirement of § 
1.137(a). 


Response: The suggestion is effectively adopted, although via a 
different mechanism as explained below. While there is consider- 
able merit to the suggestion for the inclusion of a“promptly filed” 
requirement in both § 1.137(a) and (b), the Office has eliminated 
the “promptly filed” requirement from § 1.137(a) to avoid confu- 
sion between “promptly filed” and “unavoidable delay.” The 
phrase “promptly filed” has been associated with § 1.137(a)and its 
requirement for “unavoidable” delay, and, as such, the inclusion of 
a “promptly filed” requirement in § 1.137(b) might cause confu- 
sion in regard to the distinction between the circumstances that 
constitute unavoidable delay and the circumstances that constitute 
unintentional delay. 


Section 1.137(a)(3) and (b)(3) as adopted requires that “the entire 
delay in filing the required reply from the due date for the reply 
until the filing of a grantable petition” has been “unavoidable” (§ 
1.137(a)) or “unintentional” (§ 1.137(b)) to clarify the require- 
ments for a petition under § 1.137(a) and (b). As discussed supra, 
an applicant who fails to file a petition under § 1.137(a) or (b) 
“promptly” upon becoming notified, or otherwise becoming 
aware, of the abandonment of the application will not be able to 
show that “the entire delay in filing the required reply from the due 
date for the reply until the filing of a grantable petition pursuant to 
[§ 1.137(a)] was unavoidable,” and will probably not even be able 
to make an appropriate statement that “the entire delay in filing the 
required reply from the due date for the reply until the filing of a 
grantable petition pursuant to [§ 1.137(b)] was unintentional.” 
Obviously, any petition under § 1.137(a) or (b) should be 
“promptly filed” upon discovery of abandonment to avoid a 
question as to whether the filing of such a petition was intention- 
ally delayed. 


Comment 72: One comment questioned how a patent could lapse 
for failure to pay the issue fee, as a patent does not issue unless the 
issue fee is paid. 


Response: 35 U.S.C. 151 provides that where an applicant timely 
submits the sum specified in the Notice of Allowance as the issue 
fee, but a balance of the issue fee remains outstanding (due to a fee 
increase), the patent will lapse unless the balance of the issue fee 
is timely paid. See Mills, 12 USPQ2d at 1848; see also Ex parte 
Crissy, 201 USPQ 689 (Bd. Pat. App. 1976). 


Comment 73: One comment suggested that § 1.137(a)(1) and 
(b)(1) not require a continuing application if the application 
became abandoned for failure to reply to a non-final Office action. 


Response: Section 1.137(a)(1) and (b)(1) each provide that a 
petition thereunder include: 
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The required reply, unless previously filed. In a nonprovisional 
application abandoned for failure to prosecute, the required reply 
may be met by the filing of a continuing application. In an 
application or patent, abandoned or lapsed for failure to pay the 
issue fee or any portion thereof, the required reply must be the 
payment of the issue fee or any outstanding balance thereof. 


As discussed supra, there may be circumstances under which the 
Office may require a continuing application to meet this reply 
requirement. Nevertheless, in a nonprovisional application aban 
doned for failure to prosecute, a continuing application is generally 
apermissive (i.e., “may be met’) reply, in that an applicant in a 
nonprovisional application abandoned for failure to prosecute may 
file a reply under § 1.111 to a non-final Office action or a reply 
under § 1.113 (e.g., notice of appeal) to a final Office action, or 
may simply file a continuing application as the required reply. In 
an application or patent, abandoned or lapsed for failure to pay any 
portion of the required issue fee, the issue fee or any outstanding 
balance thereof is the mandatory (i.¢., “must be”) reply. As the 
“continuing application’ option is limited to an abandoned nonpro- 
visional application, the reply in an abandoned provisional appli- 
cation must be any outstanding reply to an Office requirement. 


Comment 74: One comment suggested that § 1.137(c) be amended 
to take into account the provision in 35 U.S.C. 154(c) that an 
application (other than a design application) is entitled to a patent 
term of not less than twenty years from its filing date, or if the 
application contains a specific reference to an earlier filed appli- 
cation(s) under 35 U.S.C. 120, 121, or 365(c), the date twenty 
years from the filing date of the earliest such application(s). 


Response: The suggestion is not adopted. The Office considers this 
situation to be applicableto a relatively small class of applications, 
and, as such, does not deem it prudent to introduce into § 1.137(c) 
the complexity necessary to account for this situation. Applicants 
in this situation (e.g., instances in which an application filed prior 
to June 8, 1995, is to be revived solely for purposes of copendency 
with an application filed on or after June 8, 1995) may file a 
petition pursuant to § 1.183 requesting that the Office waive the 
provisions of § 1.137(c) to the extent that § 1.137(c) requires a 
disclaimer of the period in excess of the date twenty years from the 
filing date of the application, or if the application contains a 
specific reference to an earlier filed application(s) under 35 U.S.C. 
120, 121, or 365(c), the date twenty years from the filing date of 
the earliest such application(s). The Office will refund the § 
1.17(h) petition fee if the § 1.183 petition is granted. 


Comment 75: One comment suggested that the last paragraph of § 
1.137 read: 


Under no circumstance may a petition to revive a provisional 
application be filed more than twelve months after the filing date 
of the provisional application. No application filed more than 
twelve months after the filing date of a provisional application is 
entitled to a claim of priority from the provisional , notwithstand- 
ing the copendency of any petition to revive the provisional 
application. 


Response: The suggestion is not adopted. 35 U.S.C. 111(b)(3)(C) 
authorizes the revival of an abandoned application on the basis of 
unavoidable or unintentional delay. 35 U.S.C.111(b)(5) provides 
that a “provisional application shall be regarded as abandoned 12 
months after the filing date of such application and shall not be 
subject to revival thereafter.” 35 U.S.C. 111(b) does not contain 
any limitation on the filing date of a petition to revive an 
abandoned provisional application (or the date by which such a 
petition must be granted), but only a limitation as to the period of 
pendency of the provisional application. Thus, § 1.137(e) as 
adopted provides that “ [a] provisional application . . . may be 
revived . . . so as to be pending for a period of no longer than 
twelve months from its filing date. Under no circumstances will a 
provisional application be regarded as pending after twelve 
months from its filing date.” 


Section 1.139: Section 1.139 is removed and reserved and its 
subject matter added to § 1.137. 


No comments were received regarding the proposed change to § 
1.139. 
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Section 1.142: Section 1.142 is amended by replacement of 
“response” with “reply” in accordance with the change to § 1.111. 


No comments were received regarding the proposed change to § 
1.142. 


Section 1.144: Section 1.144 is amended for clarification purposes. 


No comments were received regarding the proposed change to § 
1.144. 


Section 1.146: Section 1.146 is amended for clarification purposes. 


No comments were received regarding the proposed change to § 
1.146. 


Section 1.152: Section 1.152 is amended to place its former 
provisions into paragraphs (a),(a)(1), and (a)(2) for clarification. 


Section 1.152 is also amended to remove the prohibition against 
color drawings and color photographs in design applications. 
Section 1.152 is amended to permit the use of color photographs 
and color drawings in design applications subject to the petition 
requirements of § 1.84(a)(2) inasmuch as color may be an integral 
element of the ornamental design. While pen and ink drawings 
may be lined for color, a clear showing of the configuration of the 
design may be obscured by this drafting method. New technolo- 
gies, such as holographic designs, fireworks and laser light 
displays may not be accurately disclosed without the use of color. 


The term “article” of § 1.152(a) is replaced by the term “design” 
as 35 U.S.C. 171 requires that the claim be directed to the “design 
for an article” not the article, per se. Therefore, to comply with the 
requirements of 35 U.S.C. 112, 4 1, it is only necessary that the 
design as embodied in the article be fully disclosed and not the 
article itself. The term “must” has been replaced by the term 
“should” to allow for latitude in the illustration of articles whose 
configuration may be understood without surface shading. Clari- 
fication language has been added to note that the use of solid black 
surfaces is permitted for representation of the color black as well 
as color contrast and that photographs and ink drawings must not 
be combined as formal drawings in one application. 


A new § 1.152(b) is added to clarify Office practice concerning 
details disclosed in the ink drawings, color drawings, or photo- 
graphs deposited with the original application papers. Specifically, 
§ 1.152(b) provides that any details disclosed in the ink or color 
drawings, or photographs deposited with the original application 
papers constitutes an integral part of the disclosed and claimed 
design, except as otherwise provided in § 1.152(b). Section 
1.152(b) further specifies that this detail may include color or 
contrast, graphic or written indicia. including identifying indicia of 
a proprietary nature (e.g., a company logo), surface ornamentation 
on an article, or any combination thereof. The “but not limited to” 
phrase in § 1.152(b) clarifies that this list is exemplary, not 
exhaustive. 


Section 1.152(b)(1) provides that when any detail shown in 
informal drawings or photographs does not constitute an integral 
part of the disclosed and claimed design, a specific disclaimer must 
appear in the original application papers either in the specification 
or directly on the drawings or photographs. This specific dis- 
claimer in the original application papers will provide antecedent 
basis for the omission of the disclaimed detail(s) in later-filed 
drawings orphotographs. That is, in the absence of such a 
disclaimer, later-filed formal or informal! drawings not including 
any detail disclosed in the original drawings will be considered 
tocontain new matter, and will be treated accordingly. See 35 
U.S.C. 112, 4 1; § 1.121(a)(6). 


Comment 76: One comment stated that applicant may misunder- 
stand the implications of submitting a design drawing in color and 
suggested that § 1.152 should explain and give notice of the 
consequences of submitting an initial color drawing in design 
applications. 


Response: The comment has been adopted. 
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Section 1.152(b)(2) provides that when informal color drawings or 
photographs are deposited with the original application papers 
without a disclaimer pursuant to § 1.!52(b)(1), formal color 
drawings or photographs, or a black and white drawing lined to 
represent color, will be required. 


Section 1.154: The heading of § 1.154 is amended to read 
“[a]rrangement of application elements” for consistency with § 
1.77 and § 1.163. Section 1.154 paragraph (a) is amended to 
clarify that a voluntary submission (see comments under § 1.152 
relating to substitution of “design” for “article”) may and should 
be made of “a brief description of the nature and intended use of 
the article in which the design is embodied.” It is current practice 
for design examiners, in appropriate cases, to inquire as to the 
nature and intended use of the article in which a claimed design is 
embodied. The submission of such description will allow for a 
more accurate initial classification, and aid in providing a proper 
and complete search at the time of the first action on the merits. In 
those instances where this feature description is necessary to 
establish a clear understanding of the article in which the design is 
embodied, provision of the feature description would help in 
reducing pendency by eliminating the necessity for time-consum- 
ing correspondence. Specifically, requests for information prior to 
first action would be avoided. Absent an amendment requesting 
deletion of the description it would be printed on any patent that 
would issue. 


No comments were received regarding the proposed change to § 
1.154. 


Section 1.155: Section 1.155 is amended to include only the 
language of former § 1.155(a). The subject matter of former 
paragraphs (b) through (f) of § 1.155 were added to § 1.137. 


No comments were received regarding the proposed change to § 


1.155. 


Section 1.163: The heading of § 1.163 is amended to read 
“[s]pecification and arrangement of application elements” for 
consistency with § 1.77 and § 1.154. Section 1.163(b) is amended 
to remove an unnecessary and outmoded reference to a “legible 
carbon copy of the original” specification for plant applications. 


No comments were received regarding the proposed change to § 
1.163. 


Section 1.165: The proposed amendment to § 1.165 to remove the 
reference to the artistic and competent execution of plant patent 
drawings is withdrawn. 


Comment 77: One comment argued that the language proposed to 
be deleted was actually relied upon by examiners to obtain new 
and better illustrations. 


Response: The comment was adopted te the extent that the 
proposed change is withdrawn to allow for further study of what 
language related to the type of plant drawings should appear in § 
1.165. 


Section 1.167: Section 1.167 is amended to include only the 
language of former § 1.167(a), in that paragraph (b) is removed as 
unnecessary in view of § 1.132. 


Comment 78: One comment questioned whether § 1.132 covers 
paragraph (b) of § 1.167, which paragraph has been deleted. 


Response: Paragraph (b) of § 1.167 provided for the submission of 
affidavits by qualified agricultural or horticultural experts regard- 
ing the novelty and distinctiveness of the variety of plant. Section 
1.132 relates to affidavits traversing grounds of rejection, and is 
recognized as the appropriate rule under which an affidavit may be 
submitted which does not fall within or under other specific rules. 
See MPEP 716. 


Section 1.171; Section 1.171 is amended to no longer require an 
order for a title report in reissue applications as the requirement for 
a certification on behalf of all the assignees under concomitantly 
amended § 1.172(a) obviates the need for a title report and fee 
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therefor. Section 1.171 is also amended by deletion of the 
requirement for an offer to surrender the patent, which offer is seen 
to be redundant in view of § 1.178. 


No adverse comments were received regarding the proposed 
change to § 1.171. 


Section 1.172: Section 1.172 is amended to require that all 
assignees establish their ownership interest in compliance with § 
3.73(b). The amendment as originally proposed repeated require- 
ments found in § 3.73(b) rather than incorporating § 3.73(b), as 
assignees of a part interest are frequently involved in reissue 
applications 


Comment 79: One comment noted that the proposed amendment 
repeated requirements already found in § 3.73(b) and was unnec- 
essary. 


Response: The comment was adopted, in that § 1.172 is amended 
to simply reference § 3.73(b). Section § 3.73(b) is amended to 
replace a reference to an assignee of the entire right, title and 
interest with a reference to an assignee, so as to include assignees 
of a part interest. 


Section 1.175: Section 1.175 relating to the content of the reissue 
oath or declaration (MPEP1414), as well as § 1.48 and § 1.324 
relating to correction of inventorship in an application and in a 
patent, respectively, are amended to remove the requirement for a 
factual showing relating to a matter in which a lack of deceptive 
intent must be established. A statement as to a lack of deceptive 
intent is sufficient to meet the statutory requirement under 35 
U.S.C. 251 of a lack of deceptive intent relating to the error(s) to 
be corrected by reissue, and a factual showing of how the error(s) 
to be corrected by reissue arose or occurred is not required. As the 
Office no longer investigates fraud and inequitable conduct issues 
and a reissue applicant's statement of a lack of deceptive intent is 
normally accepted on its face (See MPEP 1448), the requirement 
in former § 1.175(a)(5) that it be shown how the error(s) being 
relied upon arose or occurred without deceptive intent on the part 
of the applicant appears to be unduly burdensome upon applicants 
and the Office, and is deleted. This applies to the initially identified 
error(s), under paragraph (a), and any subsequently identified 
error(s) under paragraph (b). 


Comment 80: Although the elimination of the requirement for a 
factual showing relating to how the errors arose or occurred 
enjoyed overwhelming support, three comments cited the need for 
continued investigation by the Office. One comment, while agree- 
ing that some relaxation of reissue oath or declaration require- 
ments are in order, stated that the Office should not decline to 
investigate entirely or adopt a pro forma requirement that can 
merely be incanted. Two comments stated that it is hard to get the 
courts to review this issue and that the courts and the public are at 
a disadvantage absent an explanation of how the error occurred. 


Response: Current Office practice is to reject reissue applications 
only where there is “smoking gun” evidence of deceptive intent, 
which will not be demonstrated by the type of inquiry limited to a 
showing of how the error arose or occurred without the ability to 
subpoena witnesses or evidence. Accordingly, the burden pre- 
sented on all reissue applicants based on the mere collection of 
such information for every error is not seen to be warranted. 


Comment 81: One comment suggested that a final declaration is 
not needed, and that, as an alternative, counsel should be allowed 
to submit a statement based on information and belief counsel is 
not aware of deceptive intent. 


Response: 35 U.S.C. 251 requires that an error have been made 
without deceptive intention to be corrected via reissue. Accord- 
ingly, all errors being corrected by reissue must have been made 
without deceptive intention, in that an error made with deceptive 
intention cannot be bootstrapped onto an error made without 
deceptive intention and corrected via reissue. The parties with the 
best knowledge of the lack of deceptive intention are the patentees 
and owners of the patent, not counsel for the reissue application. 
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An initial reissue oath or declaration filed pursuant to § 1.175(a) is 
limited to identification ofthe cause(s) of the reissue, and stating 
generally that all errors being corrected in the reissue application 
at the time of filing of the oath or declaration arose without 
deceptive intent. Paragraph (a)(1) requires the identification of at 
least one error and only one error may be identified as the basis for 
reissue. The current practice under § 1.175(a)(3) and (a)(5) of 
specifically identifying all errors being corrected at the time of 
filing the initial oath or declaration is not retained. Although only 
one error need be identified to provide a basis for reissue, where 
only one error among more than one is so identified, applicant 
should carefully monitor that the error is retained or submit a 
supplemental oath or declaration identifying another error or 
errors. 


Comment 82: One comment suggested that since a reissued patent 
and a reexamined patent may also be reissued, paragraph (a)(1) of 
§ 1.175 may be clarified to substitute for “original patent” 
“reissued,” or “existing patent” as what is wholly or partly 
inoperative or invalid. 


Response: The effect of a reissue or reexamination proceedings is 
to cause a substitution for the original patent so that the reissued or 
reexamined patent becomes the original patent. 


Paragraph (b)(1) of § 1.175 requires a supplemental reissue oath or 
declaration for errors corrected that were not covered by an earlier 
presented reissue oath or declaration, such as the initial oath or 
declaration pursuant to paragraph (a) of this section or one 
submitted subsequent thereto (a supplemental oath or declaration 
under this paragraph), stating generally that all errors being 
corrected, which are not covered by an earlier presented oath or 
declaration pursuant to § 1.175(a) and (b), arose without any 
deceptive intention on the part of the applicant. A supplemental 
oath or declaration that refers to all errors that are being corrected, 
including errors covered by a reissue oath or declaration submitted 
pursuant to paragraph (a) of this section, would be acceptable. The 
specific requirement for a supplemental reissue oath or declaration 
to cover errors sought to be corrected subsequent to the filing of an 
initial reissue oath or declaration is not a new practice, but merely 
recognition of a current requirement for a supplemental reissue 
oath or declaration when additional errors are to be corrected. 
However, the current practice of specifically identifying all supple- 
mental errors being corrected in a supplemental reissue oath or 
declaration is not retained. 


A supplemental oath or declaration under paragraph (b)(1) must be 
submitted prior to allowance. The supplemental oath or declaration 
may be submitted with any amendment prior to allowance, 
paragraph (b)(1)(i), or in order to overcome a rejection under 35 
U.S.C. 251 made by the examiner where there are errors sought to 
be corrected that are not covered by a previously filed reissue oath 
or declaration, paragraph (b)(1)(ii). Any such rejection by theex- 
aminer will include a statement that the rejection may be overcome 
by submission of a supplemental oath or declaration, which oath or 
declaration states that the errors in issue arose without any 
deceptive intent on the part of the applicant. An examiner 
ordinarily will be introducing a rejection under 35 U.S.C. 251 
based on the lack of a supplemental declaration for the first time in 
the prosecution once the claims are determined to be otherwise 
allowable. The introduction of a new ground of rejection under 35 
U.S.C. 251 will not prevent an action from being made final, 
except first actions pursuant to § 1.113(c), because of the combi- 
nation of the following factors: (1) the finding of the case in 
condition for allowance is the first opportunity that the examiner 
has to make the rejection; (2) the rejection is being made in 
response to an amendment of the application (to deal with the 
errors in the patent); (3) all applicants are on notice that this 
rejection will be made upon finding of the case otherwise in 
condition for allowance where errors have been corrected subse- 
quent to the last oath or declaration filed in the case, therefore, the 
rejection should have been expected by applicant; and (4) the 
rejection will not prevent applicant from exercising any rights as to 
curing the rejection, since applicant need only submit the supple- 
mental oath or declaration with the above-described language, and 
it will be entered to cure the rejection provided it raises no 
additional issue, such as an informality or substantive reissue 
question (e.g., a previously omitted claim for priority under 35 
U.S.C. 119). 
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A supplemental oath or declaration under paragraph (b) of this 
section would only be required for errors sought to be corrected 
during prosecution of the reissue application. Where an Office 
action contains only a rejection under 35 U.S.C. 251 and indicates 
that a supplemental oath or declaration under this paragraph would 
overcome the rejection, applicants are encouraged to authorize the 
payment of the issue fee at the time the supplemental reissue oath 
or declaration is submitted in view of the clear likelihood that the 
reissue application will be allowed on the next Office action. Such 
authorization will reduce the delays in the Office awaiting receipt 
of the issue fee. Where there are no errors to be corrected over 
those already covered by an oath or declaration submitted under 
paragraphs (a) and (b)(1) of this section (e.g., the application is 
allowed on first action), or where a supplemental oath or declara- 
tion has been submitted prior to allowance and no further errors 
have been corrected, a supplemental oath or declaration under this 
paragraph, or additional supplemental oath or declaration under 
paragraph (b)(1), would not be required. 


Paragraph (b)(2) provides that for any error sought to be corrected 
after allowance (e.g..under § 1.312), a supplemental oath or 
declaration must accompany the requested correction stating that 
the error(s) to be corrected arose without any deceptive intent on 
the part of the applicant. 


The quotes around lack of deceptive intent, currently found in § 
1.175(a)(6), are removed as the exact language is not required. The 
reference to § 1.56, currently found in § 1.175(a)(7), is removed as 
unnecessary in view of the reference to § 1.56 in § 1.63 that is also 
referred to by § 1.175(a). The stated ability of applicant to file 
affidavits or declarations of others and the ability of the examiner 
to require additional information, currently found in § 1.175(b), is 
deleted as unnecessary in view of 35 U.S.C. 131 and 35 U.S.C 
132. 


New paragraph (c) of § 1.175 has been rewritten to clarify its 
intent that a subsequently submitted oath or declaration under this 
section need not identify any errors other than what was identified 
in the original oath or declaration provided at least one of the 
originally identified errors to be corrected is retained to provide a 
basis for the reissue. 


In new paragraph (d) of § 1.175 a reference to § 1.53(f) is inserted 
to clarify that the initial oath or declaration under § 1.175(a) 
including those requirements under § 1.63 need not be submitted 
(with the specification, drawing and claims) in order to obtain a 
filing date. 


Section 1.176: The adoption of a final change to § 1.176 is held in 
abeyance pending further consideration by the Office of the 
decision by the Federal Circuit in Jn re Graff, 111 F.3d874, 42 
USPQ2d 1471 (Fed. Cir. 1997). Graff involved two issues: (1) 
whether it is permissible to have a continuation of a reissue 
application when the reissue application has issued as a reissue 
patent; and (2) whether broadened claims can be presented more 
than two years after the original patent date in a reissue application 
which was filed within two years but did not include any 
broadened claims. While Graff is more directly related to § 1.177 
than § 1.176, § 1.176 and § 1.177 are sufficiently interrelated that 
the Office considers it appropriate to hold the final changes to both 
§ 1.176 and § 1.177 in abeyance pending further consideration by 
the Office of the decision in Graff. 


Comment 83: A comment requested clarification regarding how 
restriction, between claims added in a reissue application and the 
original patent claims, by the examiner would be permitted in § 
1.176 while § 1.177 would prohibit multiple reissue patents except 
among the distinct and separate parts of the thing patented. 


Response: The comment will receive further consideration when a 
final change to § 1.176 is adopted. 


Section 1.177: Section 1.177 was proposed to be amended to 
discontinue the current practice that copending reissue applica- 
tions must be issued simultaneously unless ordered otherwise by 
the Commissioner pursuant to petition. As discussed supra, the 
adoption of a final change to § 1.177 is held in abeyance pending 
further consideration by the Office of the decision in Graff. 
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Comment 84: One comment would limit the granting of multiple 
reissue patents on different dates to where a petition for the grant 
of multiple reissue patents has been approved prior to the issuance 
of any reissue patent. Another comment thought that only one 
petition fee should be charged notwithstanding whether a petition 
in more than one reissue application is required. 


Response: The comments will receive further consideration when 
a final change to § 1.177 is adopted. 


Section 1.181: The proposed change to § 1.181 will not be made, 
see comments relating to § 1.101. 


Comment 85: One comment requested that the material to be 
deleted from § 1.181, paragraphs (d), (e), and (g) should be 
retained as they give fair warning to all and the consequences of 
failure to pay a petition fee. 


Response: The comment has been adopted. 


Section 1.182: Section 1.182 is amended by providing that a 
petition under the section may be granted “subject to such other 
requirements as may be imposed” by the Commissioner, language 
similar to that appearing for petitions under § 1.183. The proposal 
to remove the statement that a decision on a petition thereunder 
will be communicated to interested parties in writing is withdrawn. 


Comment 86: One comment opposed the proposal to remove the 
statement that a decision on a petition under § 1.182 will be 
communicated to interested parties in writing, arguing that it 
would not be appropriate for the Office to decide a petition under 
§ 1.182 without communicating the decision to the interested 
parties in writing. 


Response: The suggestion is adopted. The Office did not propose 
to remove the statement that a decision on a petition under § 1.182 
will be communicated to interested parties in writing because the 
Office intended to discontinue providing written decisions on 
petitionsunder § 1.182 (or any other petition), but because it was 
considered unnecessary to state as much in the rule itself. While 
the Office will communicate the decision on any petition under § 
1.182 to the interested parties in writing, such decision may not 
always take the form of a traditional decision on petition. For 
example, the grant of a petition under § 1.182 to accept the omitted 
page(s) or drawing(s) in a nonprovisional application and accord 
the date of such submission as the application filing date will be 
indicated by the issuance of a new filing receipt stating the filing 
date accorded the application. See Notice entitled “Change in 
Procedure Relating to an Application Filing Date” published in the 
Federal Register at 61 FR30041, 30043 (June 13, 1996), and in the 
Official Gazette at 1188 Off. Gaz. Pat. Office 48, 50-51 (July 9, 
1996). 


Section 1.184: Section 1.184 is removed and reserved as repre- 
senting internal instructions. 


Comment 87: Comments suggested that § 1.184 not be deleted 
notwithstanding its internal directions. See response to comment 
relating to § 1.101. 


Section 1.184 relates to the refusal of a subsequent Commissioner 
to reconsider a case once decided by a previous Commissioner, 
except in accordance with principles which govern the granting of 
new trials. As the Commissioner is free to waive any requirement 
of the rules not required by statute, the prohibition against 
reconsideration is ineffective. Additionally, the deletion of the 
material does not necessarily represent an intent to engage in 
reconsideration of matters previously decided. 


Section 1.191; Section 1.191(a) is amended to permit every 
applicant, and every owner of a patent under reexamination, any of 
whose claims have been twice or finally (§ 1.113) rejected (rather 
than “any of the claims of which have been twice rejected or given 
a final rejection (§ 1.113)”), to file an appeal to the Board of Patent 
Appeals and Interferences (Board) to better track the language of 
35 U.S.C. 134. Section 1.191(a) is also amended to: (1) explicitly 
refer to a “notice of appeal” to provide antecedent for such term in 
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§ 1.192; (2) replace “response” with “reply” in accordance with 
the change to § 1.111; and (3) refer to § 1.17(b) for consistency 
with the change to § 1.17. 


Comment 88: One comment argued that the proposed change to § 
1.191, limiting the “twice rejected” requirement for appeal to a 
particular application, was inconsistent with 35 U.S.C.134, as 
indicated by the Board in the unpublished decision Ex parte 
Lemoine, Appeal No. 94-0216 (Bd. Pat. App. & Inter., December 
27, 1994). A second comment argued that § 1.191 should permit an 
appeal based on one rejection in a prior application and one 
rejection in a continuing application to avoid requiring an appli- 
cant to file a pro form a reply to meet the requirement that the 
particular application be twice rejected. 


Response: The comments have been adopted by elimination of the 
limitation to twice rejected being related to a particular applica- 
tion. To avoid inconsistency between § 1.191 and 35 U.S.C. 134, 
§ 1.191 as adopted tracks the language of 35 U.S.C. 134, except 
that § 1.191 states “twice or finally (§ 1.113) rejected” rather than 
“twice rejected.” The patent statute and rules of practice do not 
permit an application to be finally rejected (even under first 
actionfinal practice) under 35 U.S.C. 132, unless the applicant is 
one “whose claims have been twice rejected” within the meaning 
of 35 U.S.C. 134. Thus, the phrase “or finally (§ 1.113)” may be 
viewed as redundant. Nevertheless, as applicants generally delay 
appeal until final action (although Pub. L. 103-465 may change 
this practice), and there has been some confusion as to when 35 
U.S.C. 134 and § 1.191 permit an applicant to appeal a rejection, 
§ 1.191(a) as adopted states “twice or finally (§ 1.113) rejected.” 


Section 1.191(b) is amended to eliminate the requirement for a 
notice of appeal to: (1) besigned; or (2) identify the appealed 
claims. These two requirements have been deleted as being 
redundant of the requirements of § 1.192 for an appeal brief, which 
is necessary to avoid dismissal of the appeal. Section § 1.33 
requires that an appeal brief filed in either an application ( § 
1.33(b)) or a reexamination proceeding ( § 1.33(c)) be signed. 
Thus, a signed appeal brief under § 1.192 (which must be filed to 
avoid dismissal of the appeal) will serve to, in effect, ratify any 
unsigned notice of appeal under § 1.191. Likewise, the former 
requirement of § 1.191(b) for an identification of the appealed 
claims is unnecessary as § 1.192(c)(3) requires that the appeal 
brief, inter alia, identify the “claims appealed.” While it is no 
longer specifically required by § 1.191(b), an applicant or patent 
owner should continue to sign notice of appeals under § 1.191(b) 
(like other papers) and to also identify the claims appealed. The 
change to § 1.191(b), in effect, permits an appeal brief to constitute 
an automatic “correction” of a notice of appeal that is not signed 
or does not identify the appealed claims. 


The failure to timely file an appeal brief will result in dismissal of 
an appeal (§ 1.192(b)). Thus, the failure to timely file an appeal 
brief (signed in compliance with § 1.33(b) or (c)) after the filing of 
an unsigned notice of appeal will result in dismissal of the appeal 
as of the expiration date (including any extensions of time actually 
obtained) for filing such appeal brief. It will not result in treatment 
of the application or patent under reexamination as if the notice of 
appeal had never been filed. This distinction is significant in an 
application containing allowed claims, in that dismissal of an 
appeal results in cancellation of the rejected claims and allowance 
of the application, not abandonment of the application (which 
would have occurred if the notice of appeal had never been filed). 


The Office has eliminated the requirements for a notice of appeal 
to be signed and to identify the appealed claims to avoid the delay 
and expense to the applicant and the Office that is involved in 
treating a defective notice of appeal. These changes were not made 
to encourage the filing of unsigned notices of appeal or notices of 
appeal that do not identify the claims being appealed; rather, a 
notice of appeal should be signed and identify the claims appealed. 
As the change to § 1.191(b) does not affect other papers submitted 
with a notice of appeal (e.g., an amendment under § |.116) or other 
actions contained within the notice of appeal (e. g., an authorization 
to charge fees to a deposit account), the failure to sign a notice of 
appeal (or accompanying papers) may have adverse effects not- 
withstanding the change to § 1.191(b). For example, an unsigned 
notice of appeal filed with an authorization (unsigned) to charge 
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the appeal fee to a deposit account as payment of the notice of 
appeal fee (§ 1.17(b)) will be unacceptable as lacking the appeal 
fee, as § 1.191(b) applies to the notice of appeal, but not to an 
authorization to charge a deposit account that happens to be 
included in the notice of appeal. 


Section 1.192: Section 1.192(a) is amended by replacement of 
“response” with “reply” in accordance with the change to § 1.111, 
and to refer to § 1.17(c) for consistency with the change to § 1.17. 


Comment 89: One comment suggested that the appeal process 
could be improved by the imposition of a reasonable page limit on 
briefs. 


Response: The suggestion will be reviewed for further consider- 
ation. 


Section 1.193: Section 1.193, as well as § 1.194, § 1.196, and § 
1.197, are amended to change “the appellant” to “appellant” for 
consistency. Section 1.193 is also amended by revision of para- 
graph (a) into paragraphs (a)(1) and (a)(2) and revision of 
paragraph (b) into paragraphs (b)(1) and (b)(2). Paragraph (a)(1) 
retains the subject matter of current paragraph (a), except that the 
phrase “and a petition from such decision may be taken to the 
Commissioner as provided in § 1.181” is deleted as superfluous. 
Section 1.181(a), by its terms, authorizes a petition from any 
action or requirement of an examiner in the ex parte prosecution of 
an application which is not subject to appeal. 


Section 1.193(a)(2) specifically prohibits the inclusion of a new 
ground of rejection in an examiner’s answer, but also expressly 
provides that when (1) an amendment under § 1.116 proposes to 
add or amend one or more claims, (2) appellant was advised (in an 
advisory action) that the amendment under § 1.116 would be 
entered for purposes of appeal, and (3) the advisory action 
indicates which individual rejection(s) set forth in the action from 
which the appeal was taken (e.g., the final rejection) would be used 
to reject the added or amended claim(s), then (1) the appeal brief 
must address the rejection(s) of the claim(s) added or amended by 
the amendment under § 1.116 as indicated in the advisory action, 
and (2) the examiner’s answer may include the rejection(s) of the 
claim(s) added or amended by the amendment under § 1.116 as 
indicated in the advisory action. This provision of § 1.193(a)(2) is 
intended for those situations in which a rejection is stated (ie., 
applied to some claim) in the final Office action, but due to an 
amendment under § 1.116 (after final) such rejection is now 
applicable to a claim that was added or amended under § 1.116. 
For example, when an amendment under § 1.116 cancels a claim 
(the “canceled claim”) and incorporates its limitations into the 
claim upon which it depends or rewrites the claim as a new 
independent claim (the “appealed claim”), the appealed claim has 
become the canceled claim since it now contains the limitations of 
the canceled claim (i.e., the only difference between the appealed 
claim and the canceled claim is the claim number). [In such 
situations, the appellant has been given a fair opportunity to react 
to the ground of rejection (albeit to a claim having a different claim 
number). Thus, the Office does not consider such a rejection to 
constitute a “new ground of rejection” within the meaning of § 
1.193(b). Nevertheless, § 1.193(b)(2) expressly permits such a 
rejection on appeal and further provides that “he filing of an 
amendment under § 1.116 which is entered for purposes of appeal 
represents appellant’s consent that when so advised any appeal 
proceed on those claim(s) added or amended by the amendmen 
tunder § 1.116 subject to any rejection set forth in the action from 
which the appeal was taken“ to eliminate controversy as to the 
rejection(s) to which claim(s) added or amended under § 1.116 
may be subject on appeal. 


The phrase “individual rejections” in § 1.193(a)(2) addresses the 
situation in which claim 2 (which depends upon claim 1) was 
rejected under 35 U.S.C. 103 on the basis of A in view of B and 
claim 3 (which depends upon claim 1) was rejected under 35 
U.S.C. 103 on the basis of A in view of C, but no claim was 
rejected under 35 U.S.C. 103 on the basis of A in view of B and 
C, and an amendment under § 1.116 proposes to combine the 
limitations of claims 2 and 3 together into new claim 4. In this 
situation, the action from which the appeal is taken sets forth no 
rejection on the basis of A in view of B and C, and, as such, § 
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1.193(a)(2) does not authorize the inclusion of rejection of newly 
proposed claim 4 under 35 U.S.C. 103 on the basis of A in view of 
B and C in the examiner's answer. Of course, as a claim including 
the limitations of both claim 2 and claim 3 is a newly proposed 
claim in the application, such an amendment under § 1.116 may 
properly be refused entry as raising new issues. Conversely, that § 
1.193(a)(2) would authorize the rejection in an examiner’s answer 
of aclaim sought to be added or amended in an amendment under 
§ 1.116 has no effect on whether the amendment under § 1.116 is 
entitled to entry. The provisions of § 1.116 control whether an 
amendment under § 1.116 is entitled to entry; the provisions of § 
1.193(a)(2) control the rejections to which a claim added or 
amended in an amendment under § 1.116 may be subject in an 
examiner's answer. 


While § 1.193(a) generally prohibits a new ground of rejection in 
an examiner's answer, it does not prohibit the examiner from 
expanding upon or varying the rationale for a ground of rejection 
set forth in the action being appealed. That is, the parenthetical 
definition of “new ground of rejection” in MPEP 1208.01 as 
including an “other reason for rejection” of the appealed claims 
means another basis for rejection of the appealed claims, and not 
simply another argument, rationale, or reason submitted in support 
of a rejection previously of record. 


There is no new ground of rejection when the basic thrust of the 
rejection remains the same such that an appellant has been given 
a fair opportunity to react to the rejection. See In re Kronig, 539 
F.2d 1300, 1302-03, 190 USPQ 425, 426-27 (CCPA 1976). Where 
the statutory basis for the rejection remains the same, and the 
evidence relied upon in support of the rejection remains the same, 
a change in the discussion of or rationale for supporting the 
rejection does not constitute a new ground of rejection. /d. at 1303, 
190 USPQ at 427 (reliance upon fewer references in affirming a 
rejection under 35 U.S.C. 103 does not constitute a new ground of 
rejection). Where the examiner simply changes (or adds) a 
rationale for supporting a rejection, but relies upon the same 
statutory basis and evidence in support of the rejection, there is no 
new ground of rejection. 


In any event, an allegation that an examiner’s answer contains an 
impermissible new ground of rejection is waived if not timely (§ 
1.181(f)) raised by way of a petition under § 1.181 (a). 


Section 1.193(b)(1) provides appellant with a right to file a reply 
brief in reply to an examiner’s answer which is not dependent 
upon a new point of argument being present in the examiner's 
answer. The former practice of permitting reply briefs based solely 
on a finding of a new point of argument, as set forth in former 
paragraph (b), is eliminated thereby preventing present controver- 
sies as to whether a new point of argument has been made by the 
primary examiner. Appellant would be assured of having the last 
submission prior to review by the Board. Upon receipt of a reply 
brief, the examiner would either acknowledge its receipt and entry 
or reopen prosecution to respond to any new issues raised in the 
reply brief. Should the Board desire to remand the appeal to the 
primary examiner for comment on the latest submission by 
appellant or to clarify an examiner's answer (MPEP 1211, 
1211.01, and 1212), appellant would be entitled to submit a reply 
brief in reply to the answer by the examiner to the Board's inquiry, 
which answer would be by way of a supplemental examiner's 
answer 


Thus, § 1.193(a)(2) does not permit a new ground of rejection in 
an examiner's answer, and § 1.193(b)(1) does not, in the absence 
of a remand by the Board, permit an answer (other than a mere 
acknowledgment) to a timely filed reply brief. Section 1.193 
requires the examiner to reopen prosecution to either: (1) enter a 
new ground of rejection; or (2) provide a substantive answer to a 
reply brief. 


Section 1.193(b\(2) provides that if appellant desires that the 
appeal process be reinstated in reply to the examiner's reopening 
of prosecution under § 1.193(b)(1), appellant would be able to file 
a request to reinstate the appeal and a supplemental appeal brief as 
an alternative to filing a reply (under § 1.111 or § 1.113, as 
appropriate) to the Office action. Amendments, affidavits or other 
new evidence, however, would not be entered if submitted with a 
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request to reinstate the appeal. Like a reply brief, a supplemental 
appeal brief submitted pursuant to § 1.193(b)(2)(ii) need not 
reiterate the contentions set forth in a previously filed appeal 
brief(or reply brief), but need only set forth appellant’s contention 
with regard to the new ground of rejection(s) raised in the Office 
action that reopened prosecution. The supplemental appeal brief 
will automatically incorporate all issues and arguments raised in 
the previously filed appeal brief (or reply brief), unless appellant 
indicates otherwise. 


The intent of the change to § 1.193(b) is to give appellant (rather 
than the examiner) the option to continue the appeal if desired 
(particularly under Pub. L. 103-465), or to continue prosecution 
before the examiner in the face of a new ground of rejection. 
Should a supplemental appeal brief be elected as the reply to the 
examiner reopening prosecution based on a new ground of 
rejection under § 1.193(b)(1), the examiner may under § 
1.193(a)(1) issue an examiner’s answer. Where an appeal is 
reinstated pursuant to § 1.193(b)(2)(ii), no additional appeal fee is 
currently required. 


Comment 90: A number of comments favored permitting appel- 
lants to file a reply brief as amatter of right. One comment argued 
that the Board, rather than the examiner, should determine whether 
the appellant should be permitted to file a reply brief. 


Response: Section 1.193 as adopted permits an appellant to file a 
reply brief as a matter of right. This change eliminates the 
authority of an examiner to refuse entry of a timely filed reply 
brief. 


Comment 91: One comment suggested that a reasonable page limit 
could be placed on reply briefs. 


Response: The comment will be studied. 


Comment 92: A number of comments opposed the proposed 
change to require a substitute appeal brief, rather than a reply brief. 
These comments argued that requiring an entirely new brief 
reiterating previously submitted arguments, rather than a mere 
reply to the examiner’s answer, would result in a less readable and 
coherent record. 


Response: Section !.193 as adopted permits a reply brief (rather 
than a substitute appeal brief) where the appellant desires to reply 
to an examiner’s answer or and a supplemental appeal brief where 
the appellant requests reinstatement of an appeal. Contentions 
(orinformation) set forth in a previously filed appeal (or reply 
brief) need not be reiterated in a reply brief or supplemental appeal 
brief. 


Comment 93: A number of comments favored prohibiting a new 
ground of rejection in an examiner’s answer. 


Response: Section 1.193 as adopted prohibits a new ground of 
rejection in an examiner's answer, except under the limited 
circumstance specifically provided for in § 1.193(a)(2). 


Comment 94: Two comments suggested that if the examiner 
reopens prosecution after an appeal brief has been filed, § 1.193 or 
§ 1.113 should be amended to state that the action issued by the 
examiner cannot be made final. 


Response: The finality of an Office action is determined under 
MPEP 706.07(a), which states that “any second or subsequent 
actions on the merits shall be final, except where the examiner 
introduces a new ground of rejection not necessitated by amend- 
ment of the application by applicant.” Whether the action subse- 
quent to the reopening of prosecution may be made final will be 
determined solely by whether such action includes a new ground 
of rejection not necessitated by amendment of the application by 
the applicant. Thus, where an amendment under § 1.116 entered as 
a result of reopening of prosecution necessitates a new ground of 
rejection, the action immediately subsequent to the reopening of 
prosecution may be made final. See MPEP 706.07(a) and 1208.01. 
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Comment 95: One comment would go further in permitting 
applicant to reinstate an appeal as a reply to the examiner 
reopening prosecution by permitting amendments, affidavits and 
other evidence to address the new ground of rejection. Another 
comment desired the ability to reply directly to the Board for any 
new ground of rejection raised by the Board. 


Response: The comments amount to having the Board conduct the 
prosecution of the application and not act as an appellate review. 
Amended claims, affidavits and other evidence should be seen by 
the examiner first for a determination as to whether a new search 
is required, to conduct any newly required search, and also to 
evaluate the newly submitted and any newly discovered material at 
the examination level. See comments to § 1.196(d). 


Comment 96: One comment would further amend § 1.193 to waive 
any subsequent appeal notice fee and appeal brief fee, and start the 
time period for extension of patent from the time of first appeal in 
that if the examiner did his or her duty properly there would be no 
need to reopen prosecution. 


Response: Under current practice, a new fee is due for each notice 
of appeal, each brief, and each request for an oral hearing, so long 
as a decision on the merits by the Board resulted from the prior 
notice of appeal, brief, and request for an oral hearing. Thus, 
when an examiner reopens prosecution after appeal but prior to a 
decision by the Board on the appeal, the fee for the notice of 
appeal, brief, and request for an oral hearing will apply to a later 
appeal. The change to § 1.193 in this Final Rule is not germane to 
patent term extension under 35 U.S.C. 154(b) and § 1.701. 


In any event, that prosecution is reopened subsequent to the filing 
of an appeal brief is not necessarily a concession that the rejection 
of the appealed claims was in error. It is often the case that 
prosecution is reopened subsequent to the filing of an appeal brief 
in the situation in which the examiner considers the rejection of the 
appealed claims to be appropriate (and thus the appeal to be 
without merit), but discovers a better basis for rejecting the claims 
at issue (e.g., even better prior art references). To characterize an 
examiner, who decides to reopen prosecution to avoid wasting the 
Board’s resources (and the appellant’s time) with a rejection that 
is not the best possible rejection of the appealed claims, as an 
examiner who is not properly performing his or her duties, would 
be non-sensical. 


Comment 97: One comment opposed prohibiting a new ground of 
rejection in an examiner’s answer. The comment argued that this 
change will result in unnecessary delays inprosecution. 


Response: The proposal to prohibit a new ground of rejection in an 
examiner’s answer otherwise received overwhelming support. 
Under Pub. L. 103-465, any delay in prosecution resulting from 
the reopening of prosecution is to the detriment of the applicant. 
Thus, it is considered appropriate to give the applicant the choice 
of whether to prosecute the application before the examiner or 
reinstate the appeal. 


Section 1.194: Section 1.194(b) is amended to provide that a 
request for an oral hearing must be filed in a separate paper, and to 
refer to § 1.17(d) for consistency with the change to § 1.17. 


Section 1.194(c) is amended to provide that appellant will be 
notified when a requested oral hearing is unnecessary (e.g., a 
remand is required). 


Comment 98: One comment argued that § 1.194 leaves an open 
statement as to when the Board may decide that an oral hearing is 
not necessary, in that this section does not limit considering an oral 
hearing not necessary to when the application has been remanded 
to the examiner. 


Response: The situation in which an application has been re- 
manded to the examiner was simply an exemplary situation of 
special circumstances in which the Board may determine that an 
oral hearing is not necessary. Section 1.194 was not meant to limit 
the discretion of the Board to determine that an oral hearing is not 
necessary to those situations when the application has been 
remanded to the examiner. 
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Section 1.196; Section 1.196 paragraphs (b) and (d) are combined 
by amending paragraph § 1.196(b) to specifically provide therein 
for a new ground of rejection for both appealed claims and for 
allowed claims present in an application containing claims that 
have been appealed rather than the current practice under § 
1.196(d) of recommending a rejection of allowed claims that is 
binding on the examiner. The effect of an explicit rejection of an 
allowed claim by the Board is not seen to differ from a recom- 
mendation of a rejection and would serve to advance the prosecu- 
tion of the application by having the rejection made at an earlier 
date by the Board rather than waiting for the application to be 
forwarded and acted upon by the examiner. The former practice 
that the examiner is not bound by the rejection should appellant 
elect to proceed under § 1.196(b)(1) and an amendment or 
showing of facts not previously of record in the opinion of the 
examiner overcomes the new ground of rejection, is not changed. 
A period of two months is now explicitly set forth for a reply to a 
decision by the Board containing a new ground of rejection 
pursuant to § 1.196(b), which would alter the one month previ- 
ously set forth for replies to recommended rejections of previously 
allowed claims. See MPEP 1214.01. Extensions of time continue 
to be governed by § 1.196(f) and § 1.136(b) (and not by § 
1.136(a)). 


The last sentence of § 1.196(b)(2) is amended to clarify that 
appellants do not have to both appeal and file a request for 
rehearing where only a rehearing of a portion of the decision is 
sought. A decision on a request for rehearing will incorporate the 
earlier decision for purposes of appeal of the earlier decision in 
situations in which only a partial request for rehearing has been 
filed. Additionally, it is clarified that decisions on rehearing are 
final unless noted otherwise in the decision in that under some 
circumstances it may not be appropriate to make a decision on 
rehearing final as is currently automatically provided for. Section 
1.196(b) is also amended to clarify that the appellant must exercise 
one of the two options with respect to the new ground of rejection 
under § 1.196(b) to avoid termination of proceedings (§ 1.197(c)) 
as to the rejected claims. 


Section 1.196(b)(2) (and § 1.197(b) and § 1.304(a)(1)) are 
amended to change the phrase “request for reconsideration” to 
“request for rehearing” for consistency with 35 U.S.C. 7(b). See In 
re Alappat, 33 F.3d 1526, 1533, 31 USPQ2d 1545, 1548 (Fed. Cir. 
1994) (enbanc) (noting “imprecise regulation drafting” in regard to 
the phrase “request for reconsideration” in § 1.197). 


Section 1.196(d) is amended to provide the Board with explicit 
authority to have an appellant clarify the record in addition to what 
is already provided by way of remand to the examiner (MPEP 
1211), and appellant’s compliance with the requirements of an 
appeal brief (§ 1.192(d)). Section 1.196(d) specifically provides 
that an appellant may be required to address any matter that is 
deemed appropriate for a reasoned decision on the pending appeal, 
which may include: (1) the applicability of particular case law that 
has not been previously identified as relevant to an issue in the 
appeal; (2) the applicability of prior art that has not been made of 
record; or (3) the availability of particular test data that would be 
persuasive in rebutting a ground of rejection. Section 1.196(d) also 
provides that appellant would be given a non-extendable time 
period (not a time limit) within which to reply to any requiremen- 
tunder § 1.196(d). 


Comment 99: One comment suggested that § 1.196(b) would 
appear to authorize the Board to reverse a restriction requirement, 
as § 1.196(b) authorizes the Board to reject any pending claim. The 
comment suggested that § 1.196(b) authorize the Board to reject 
any examined (rather than pending) claim. 


Response: Section 1.196(b) authorizes, but does not require, the 
Board to reject claims not involved in the appeal. The Board has 
held that a restriction requirement is not an adverse decision within 
the meaning of 35 U.S.C. 7 and 134 subject to appeal, and the 
CCPA and Federal Circuit have supported this position. See Jn re 
Hengehold, 440 F.2d 1395, 169USPQ 473 (CCPA 1971); see also 
In re Watkinson, 900 F.2d 230, 14 USPQ2d 1407 (Fed.Cir. 1990). 
Thus, concerns that the Board will use the provisions of § 1.196(b) 
to review restriction requirements are misguided. 


U.S. PATENT AND TRADEMARK OFFICE 


1243 TMOG 547 
(141) 


Comment 100: Several comments opposed the change to § 
1.196(d) on the basis that it places the Board in the position of 
acting as an examiner in the first instance. 


Response: Section 1.196(d) authorizes, but does not require, the 
Board to require an appellant to clarify the record without 
remanding the application to the examiner. This change will 
authorize the Board to obtain clarification directly from the 
appellant in those situations in which the Board considers a 
remand to or further action by the examiner unnecessary. Where 
the Board considers action by an examiner in the first instance to 
be necessary or desirable, the Board retains the authority to 
remand the application to the examiner for such action. Addition- 
ally, after reply to an inquiry under § 1.196(d) (e.g., does there 
exist test data that would be persuasive in rebutting a particular 
ground of rejection), a remand to the examiner may be deemed to 
be appropriate (e.g., to evaluate test data received in reply to an 
inquiry). 


Section 1.197: Section 1.197(b) is amended to eliminate its use of 
the passive voice. Section 1.197(b) is also amended to change 
“reconsideration or modification” to “rehearing” for consistency 
with 35 U.S.C. 7(b). For consistency with the two-month period 
set forth in § 1.196(b), § 1.197(b) is also amended to provide a 
two-month period (rather than a one-month period) within which 
an appellant may file the single request for rehearing permitted by 
§ 1.197(b). 


No comments were received regarding the proposed change to § 
1.197. 


Section § 1.291: Section § 1.291(c) is amended by removing the 
blanket limitation of one protest per protestor and would provide 
for a second or subsequent submission in the form of additional 
prior art. Mere argument that is later submitted by an initial 
protestor would continue not to be entered and would be returned 
unless it is shown that the argument relates to a new issue that 
could not have been earlier raised. See MPEP 1901.07(b). Al- 
though later submitted prior art would be made of record by a 
previous protestor without a showing that it relates to a new issue, 
it should be noted that entry of later submitted prior art in the file 
record does not assure its consideration by the examiner if 
submitted late in the examination process. Accordingly, initial 
protests should be as complete as possible when first filed. 


In view of the amendment to § 1.291(a) in the “Miscellaneous 
Changes in Patent Practice” Final Rule (discussed supra) to 
require that a protest be filed prior to the mailing of a notice of 
allowance under § 1.311 to be considered timely ( § 1.291(a)(1)), 
the restriction of protests by number is deemed unnecessary and is 
recognized as ineffective, in that a party may effectively file 
multiple protests by submitting each protest through a third party 
agent acting on behalf of such party. 


Comment 101: One comment suggested that permitting more than 
one submission by a particular party relating to prior art poses a 
risk that a third party may sequentially submit individual pieces of 
prior art as a delaying factor. 


Response: Any delay in submission of a piece of prior art by a third 
party poses the risk that the later submitted prior art will not be 
considered, particularly if it is seen as part of a pattern. The review 
of any piece of prior art, assuming it is not part of a large package, 
to determine its value is not seen to result in any delay in issuing 
an Office action. It isrecognized that some delay may result where 
a piece of prior art in a second submission by a third party is 
utilized in a rejection that could have been made sooner if that art 
had been submitted earlier; however, on balance the Office would 
prefer to delay prosecution of an application and consider and 
apply a newly submitted reference not found by the examiner 
rather than issue an invalid claim. 


Section § 1.291(c) is also amended to: (1) delete the sentence “the 
Office may communicate with the applicant regarding any protest 
and may require the applicant to reply to specific questions raised 
by the protest” as superfluous as the Office may communicate with 
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an applicant regarding any matter, and require the applicant to 
reply to specific questions, concerning the application; (2) replace 
“respond” with “reply” in accordance with the change to § 1.111. 


Section § 1.293: Section § 1.293 paragraph (c) is amended to 
replace the reference to § 1.106(e) with a reference to § 
1.104(c)(5), to reflect a transfer of material. 


Section § 1.294: Section § 1.294 paragraph (b) is amended by 
replacement of “response” with “reply” in accordance with the 
change to § 1.111. 


No comments were received regarding the proposed change to § 
1.294. 


Section § 1.304: Section § 1.304(a)(1) is amended to replace 
“consideration” by “reconsideration” to correct a typographical 
error. 


No comments were received regarding the proposed change to § 
1.304. 


Section § 1.312: Section § 1.312(b) is amended to have a reference 
to § 1.175(b) added in view of the change in § 1.175(b) referencing 
§ 1.312(b). 


No comments were received regarding the proposed change to § 
1.312. 


Section § 1.313: Section § 1.313 will not be amended with the 
addition of paragraph (c) informing applicants that unless written 
notification is received that the application has been withdrawn 
from issue at least two weeks prior to the projected date of issue, 
applicants should expect that the application will issue as a patent. 
The matter will be further studied. It should be noted, however, 
that once an application has issued, the Office is without authority 
to grant a request under § 1.313 notwithstanding submission of the 
request prior to issuance of the patent. 


Section § 1.316: Section § 1.316 is amended to include only the 
language of former § 1.316(a). The subject matter of former 
paragraphs (b) through (f) of § 1.316 were added to § 1.137. 


No comments were received regarding the proposed change to § 
1.316. 


Section § 1.317: Section § 1.317 is amended to include only the 
language of former § 1.317(a). The subject matter of former 
paragraphs (b), (c), (e) and (f) of § 1.317 were added to § 1.137. 


No comments were received regarding the proposed change to § 
1.317. 


Section § 1.318: Section § 1.318 is removed and reserved as being 
an internal Office instruction. 


See comments relating to § 1.101. 


Section § 1.324: Section § 1.324 is amended by creating para- 
graphs (a) and (b). The requirement for factual showings to 
establish a lack of deceptive intent is deleted, with a statement to 
that effect being sufficient, paragraph (a). 


Office practice is to require the same type and character of proof 
of facts as in petitions under § 1.48(a). See MPEP 1481. Unlike 
former § 1.48, former § 1.324 contained no diligence requirement. 
See Stark v. Advanced Magnetics, Inc., 29 F.3d 1570, 1574, 31 
USPQ2d 1290, 1293 (Fed. Cir. 1994). Section § 1.324 (and § 1.48) 
as adopted contain no diligence requirement, for the reasons set 
forth in the discussion of § 1.48. 


Section § 1.324(b)(1) is amended to explicitly require a statement 
relating to the lack of deceptive intent only from each person who 
is being added or deleted as an inventor, as opposed to the current 
practice of requiring a statement from each original named 
inventor and any inventor to be added. 
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The current requirements for an oath or declaration under § 1.63 
by each actual inventor is replaced, paragraph (b)(2) of § 1.324, by 
a statement from the current named inventors who have not 
submitted a statement under paragraph (b)(1) of § 1.324 either 
agreeing to the change of inventorship or stating that they have no 
disagreement in regard to the requested change. Not every original 
named inventor would necessarily have knowledge of each of the 
contributions of the other inventors and/or how the inventorship 
error occurred, in which case their lack of disagreement to the 
requested change would be sufficient. 


Paragraph (b)(3) of § 1.324 requires the written consent of the 
assignees of all parties who submitted a statement under paragraph 
(b)(1) and (b)(2) of this section similar to the current practice of 
consents by the assignees of all the existing patentees. A clarifi- 
cation reference to § 3.73(b) is added. 


Paragraph (b)(4) of § 1.324 states the requirement for a petition fee 
as set forth in § 1.20(b). 


No adverse comments were received regarding the proposed 
change to § 1.324. 


Section § 1.325: The proposed removal of § 1.325 is withdrawn. 
See comments relating to § 1.101. 


Section § 1.351: The proposed removal of § 1.351 is withdrawn. 
See comments relating to § 1.101. 


Section § 1.352: Section § 1.352 is removed and reserved as 
unnecessary as an internal instruction. 


See comments relating to § 1.101. 


Section § 1.366: Section § 1.366(b) is amended to remove the term 
“certificate” as unnecessary. Section § 1.366(c) is amended for 
clarity by changing “serial number” to “application number,” 
which consists of the serial number and the series code (e.g., 
“O8/"). 


Paragraph (d) removes the request for the information concerning 
the issue date of the original patent and filing date of the 
application for the original patent as unnecessary. The term 
“serial” is also removed from paragraph (d). 


No comments were received regarding the proposed change to § 
1.366. 


Section § 1.377: Section § 1.377(c) is amended to remove the 
requirement that the petition be verified in accordance with the 
change to § 1.4(d)(2) and § 10.18. 


No comments were received regarding the proposed change to § 
1.377. 


Section § 1.378: Section § 1.378(d) is amended to remove the 
requirement that the statement be verified in accordance with the 
change to § 1.4(d)(2) and § 10.18. 


No comments were received regarding the proposed change to § 
1.378. 


Section 1.425: Section 1.425 is amended by removing paragraph 
(a) and its requirement for proof of the pertinent facts relating to 
the lack of cooperation or unavailability of the inventor for which 
status is sought. In addition, § 1.425 is further amended by deleting 
paragraph (b) and its requirements for proof of the pertinent facts, 
presence of a sufficient proprietary interest, and a showing that 
such action is necessary to preserve the rights of the parties or to 
prevent irreparable damage. Additionally, the requirement that the 
last known address of the non-signing inventor be stated has been 
removed. The current requirements are thought to be unnecessary 
in view of the need for submission of the same information in a 
petition under § 1.47 during the national stage. The paragraph 
added parallels the requirement in PCT Rule 4.15 for a statement 
explaining to the satisfaction of the Commissioner the lack of the 
signature concerned for submission of the international applica- 
ton. 
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No comments were received regarding the proposed change te § 
1.425. 


Section 1.484: Section 1.484 paragraphs (d) through (f) are 
amended by replacement of “response” and “respond” with 
“reply” in accordance with the change to § 1.111 


No comments were received regarding the proposed change to § 
1.484 


Section 1.485: Section 1.485(a) is amended by replacement of 
“response” with “reply” in accordance with the change to § 1.111. 


No comments were received regarding the proposed change to § 
1.485 


Section 1.488: Section 1.488(b)(3) is amended by replacement of 
“response” with “reply” in accordance with the change to § 1.111. 


No comments were received regarding the proposed change to § 
1.488. 


Section 1.492: Section 1.492 is amended to add new paragraph (g). 
See the amendment to § 1.16 adding a new paragraph (m). 


No comments were received regarding the proposed change to § 
1.492. 


Section 1.494: Section 1.494(c) is amended by replacement of 
“response” with “reply” in accordance with the change to § 1.111. 


No comments were received regarding the proposed change to § 
1.494. 


Section 1.495: Section 1.495(c) is amended by replacement of 
“response” with “reply” in accordance with the change to § 1.111 


No comments were received regarding the proposed change to § 
1.495. 


Section 1.510: Section 1.510(e) is amended to replace a reference 
to § 1.121(f) with a reference to § 1.530(d), which sets forth the 
requirements for an amendment in a reexamination proceeding. 


No comments were received regarding the proposed change to § 
1.510. 


Section 1.530: The title has been changed by the addition of a 
semicolon to clarify that the section is intended to cover not only 
amendments submitted with the statement, but also amendments 
submitted at any other stage of the reexamination proceedings. 


Section 1.530(d) is replaced by paragraphs (d)(1) through (d)(7) 
removing the reference to § 1.121(f) in accordance with the 
deletion of § 1.121(f). The manner of proposing amendments in 
reexamination proceedings is governed by § 1.530(d)(1) through 
(d)(6). Paragraph (d)(1) is directed to the manner of proposing 
amendments in the specification, other than in the claims. Para- 
graph (d)(1)(i) requires that amendments including deletions be 
made by submission of a copy of one or more newly added or 
rewritten paragraphs with markings, except that an entire para- 
graph may be deleted by a statement deleting the paragraph 
without presentation of the text of the paragraph. Paragraph 
(d)(1)(ii) requires indication of the precise point in the specifica- 
tion where the paragraph which is being amended is located. When 
a change in one sentence, paragraph, or page results in only format 
changes to other pages (e.g., shifting of non-amended text to 
subsequent pages) not otherwise being amended, such format 
changes are not to be submitted. Paragraph (d)(1)(1ii) defines the 
markings set forth in paragraph (d)(1)(ii). Proposed paragraph 
(d)(1)(iii), relating to a requirement for submission of ali amend- 
ments be presented when any amendment to the specification is 
made, was not implemented. 


Paragraph (d)(2) of § 1.530 relates to the manner of proposing 
amendments to the claims in reexamination proceedings. Para- 
graph (d)(2)(i A) of § 1.530 requires that a proposed amendment 
include the entire text of each patent claim which is proposed to be 
amended by the current amendment and each proposed new claim 
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being added by the current amendment. Additionally, provision 
has been made for the cancellation of a patent claim or of a 
previously proposed new claim by a direction to cancel without the 
need for marking by brackets. Paragraph (d)(2)(i)(B) prohibits the 
renumbering of the patent claims and requires that any proposed 
new claims follow the number of the highest numbered patent 
claim. Paragraph(d)(2)(i)(C) identifies the type of markings re- 
quired by paragraph (d)(2)(i)(A), single underlining for added 
material and single brackets for material deleted 


Paragraph (d)(2)(ii) requires the patent owner to set forth the status 
(i.e., pending or cancelled) of all patent claims, and of all currently 
proposed new claims, as of the date of the submission of each 
proposed amendment. The absence of claim status would result in 
a notice of informal response. 


Paragraph (d)(2)(iii) of § 1.530 requires an explanation of the 
support in the disclosure for any amendments to the claims 
presented for the first time on pages separate from the amendments 
along with any additional comments. The absence of an explana- 
tion would result in a notice of informal response. 


Proposed paragraphs (d)(2)(iv) and (v), relating to a requirement 
for presentation of ail amendments as of the date any amendment 
to the claims is made, and to the treatment of the failure to submit 
a copy of any added claim as a direction to cancel that claim, were 
not impiemented. 


Paragraph (d)(3) of § 1.530 provides that: (1) an amendment may 
not enlarge the scope of the claims of the patent, (2) no amendment 
may be proposed for entry in an expired patent, and (3) no 
amendment will be incorporated into the patent by certificate 
issued after the expiration of the patent. 


Paragraph (d)(4) of § 1.530 provides that amendments proposed to 
a patent during reexamination proceedings will not be effective 
until a reexamination certificate is issued. This replaces paragraph 
(e) of § 1.530, which has been removed and reserved. 


Paragraph (d)(5) of § 1.530 provides the criteria for the form of 
amendments in reexamination proceedings (i.e., paper size must be 
either letter size or A4 size, and not legal size). 


Paragraph (d)(6) of § 1.530 clarifies that proposed amendments to 
the patent drawing sheets are not permitted and that any change 
must be by way of a new sheet of drawings with the proposed 
amended figures being identified as “amended” and with proposed 
added figures identified as “new” for each sheet that has changed. 
Material in paragraph (d)(6) has been transferred from cancelled § 
1.115. 


Paragraph (d)(7) of § 1.530, has been added in view of the deletion 
of § 1.115 paragraph (d), requires amendment of the disclosure in 
certain situations (i.e., to correct inaccuracies of description and 
definition) and to secure substantial correspondence between the 
claims, the remainder of the specification, and the drawings. The 
previous requirement for “correspondence” has been modified by 
use of “substantial correspondence.” See comments to § 1.115. 


Paragraph (d)(8) of § 1.530 has been added to clarify that all 
amendments to the patent being reexamined must be made relative 
to (i.e., vis-a-vis) the patent specification in effect as of the date of 
the filing of the request for reexamination (the patent specification 
includes the claims). If there was a prior change to the patent 
(made via a prior reexamination certificate, reissue of the patent, 
certificate of correction, efc.), the first amendment must be made 
relative to the patent specification as changed by the prior 
proceeding or other mechanism for changing the patent. In 
addition, all amendments subsequent to the first amendment must 
be made relative to the patent specification in effect as of the date 
of the filing of the request for reexamination, and not relative to the 
prior amendment. 


Paragraph (e) of § 1.530 has been removed with the material 
formerly contained therein transferred to new paragraph (d)(4) of 
§ 1.530. 
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The proposed change in § 1.530, § 1.550, and § 1.560 to replace 
“response,” “responses” and “respond” with “reply” i accordance 
with the change to § 1.111 is not being adopted at this time. As the 
term “reply” in a reexamination proceeding refers to the “reply” of 
a third party requester (§ 1.535), the Office is withdrawing for 
further consideration what term should consistently be used for the 
“reply” or “response” by the patent owner and what term should 
consistently be used for the “reply” by a third party requester. 


Section 1.550: Paragraph (a) of § 1.550 is amended to conform the 
citation to § 1.104 through § 1.119 to the changes to § 1.104 
through § 1.119. Paragraphs (b) and (e) of § 1.550 are amended for 
clarification purposes. Paragraph (e) of § 1.550 clarifies present 
Office practice of requiring, after filing of a request for reexami- 
nation by a third party requester, the service of any document filed 
by either the patent owner or the third party on the other party in 
the reexamination proceeding in the manner provided in § 1.248. 


No comments were received regarding the proposed change to § 
1.550. 


Section § 1.770: Section § 1.770 is amended by replacement of 
“response” with “reply” in accordance with the change to § 1.111. 


No comments were received regarding the proposed change to § 
1.770. 


Section § 1.785: Section § 1.785 is amended by replacement of 
“response” with “reply” in accordance with the change to § 1.111. 


No comments were received regarding the proposed change to § 
1.785. 


Section 1.804: Section 1.804(b) is clarified grammatically by 
changing “shall state” to “stating” and is amended to delete the 
requirement that the statement be verified in accordance with the 
change to § 1.4(d)(2) and § 10.18. 


No comments were received regarding the proposed change to § 
1.804. 


Section 1.805: Section 1.805(c) is amended by deleting “verified” 
in accordance with the change to § 1.4(d) and § 10.18 and 
removing unnecessary language noting that an attorney or agent 
registered to practice need not verify their statements. 


No comments were received regarding the proposed change to § 
1.805. 


Part 3: Portions of Part 3 are amended to incorporate Part 7, which 
part is removed and reserved. 


No comments were received regarding the proposed change to Part 
3. 


Section 3.11: Section 3.11(a) is created for the current subject 
matter and a new paragraph(b) is added citing Executive Order 
9424 of February 18, 1944 (9 FR 1959, 3 CFR 1943-1949 Comp., 
p. 303) and its requirements that several departments and other 
executive agencies of the Government forward items for record- 
ing. 


Section 3.21: Section 3.21 is amended to replace the reference to 
“ § 1.53(b)(1)” with a reference to “ § 1.53(b)” and to delete the 
reference to “§ 1.62” for consistency with the amendment to § 1.53 
and the deletion of § 1.62. 


Section 3.26: Section 3.26 is amended to remove the requirement 
that an English language translation be verified in accordance with 
the change to § 1.4(d)(2) and § 10.18. 


Section 3.27: The current subject matter of 3.27 is designated as 
paragraph (a), and a paragraph (b) is added to cite Executive Order 
9424 and a mailing address therefor. 
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Section 3.31; Section 3.31(c) is added to require that: (1) the cover 
sheet must indicate that the document is to be recorded on the 
Governmental Register; (2) the document is to be recorded on the 
Secret Register (if applicable); and (3) the document does not 
affect title (if applicable). 


Section 3.41; The current subject matter of 3.41 is designated as 
paragraph (a), and a paragraph (b) is added to specify when no 
recording fee is required for documents required to be filed 
pursuant to Executive Order 9424. 


Section 3.51: Section 3.51 is amended by removing the term 
“certification” as unnecessary in accordance with the change to § 
1.4(d)(2) and § 10.18. 


Section 3.58: Section 3.58 is added to provide for the maintaining 
of a Department Register to record Government interests required 
by Executive Order 9424 in 3.58(a). New 3.58(b) provides that the 
Office maintain a Secret Register to record Government interests 
also required by the Executive Order. 


Section 3.73: Section § 3.73(b) is amended to remove the sentence 
requiring an assignee to specifically state that the evidentiary 
documents have been reviewed and to certify that title is in the 
assignee seeking to take action. The sentence is deemed to be 
unnecessary in view of the amendment to § 1.4(d) and § 10.18. 


Section 3.73 paragraph (b) has also been amended to replace the 
language “assignee of the entire right, title and interest” with 
“assignee.” This change provides for the applicability of the 
paragraph to assignees with a partial interest, such as is often 
encountered in reissue applications. 


Section 3.73(b) is clarified by addition of a reference to an 
example of documentary evidence that can be submitted. 


Part 5: 


No comments were received regarding the proposed change to Part 
5 


Section 5.1: Section 5.1 is amended by removing the current 
subject matter as being duplicative of material in the other sections 
of this part and is replaced by subject matter deleted from 5.33. 
Section 5.2: Section 5.2(b) is amended by removing the subject 
matter as being duplicative of material in the other sections of this 
part and is replaced with subject matter of the first sentence from 
5.7. Section 5.2 paragraphs (c) and (d) are removed as repetitive of 
material in the other sections of this part. 


Section 5.3: Section 5.3 is amended by replacement of “response” 
with “reply” in accordance with the change to § 1.111. 


Section 5.4: Section 5.4 is amended by removing unnecessary 
subject matter from paragraph (a), eliminating, in paragraph (d), 
the requirement that the petition be verified in accordance with the 
amendment to § 1.4(d)(2) and § 10.18, and by adding the first and 
second sentences of 5.8 to 5.4(d). 


Section 5.5: Section 5.5 is amended by removing unnecessary 
subject matter from paragraph (b) and by replacing current 5.5(e) 
with subject matter removed from 5.6(a). 


Section 5.6: Section 5.6 is removed and reserved with the subject 
matter of 5.6(a) being placed in 5.5(e). 


Section 5.7: Section 5.7 is removed and reserved with the first 
sentence thereof being placed in 5.2(b). 


Section 5.8: Section 5.8 is removed and reserved with the subject 
matter from the first and second sentences thereof being placed in 
5.4(d). 


Sections 5.11: Section 5.11, paragraphs (b), (c) and (e), are 
amended to update the references to other parts of the Code of 
Federal Regulations. 
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Section 5.12: Section 5.12(b) is amended to clarify that the petition 
fee (§ 1.17(h)) is required only when expedited handling is sought 
for the petition. 


Section 5.13: Section 5.13 is amended by removing the last two 
sentences which are considered to be unnecessary. Section 5.13 is 
also amended to remove the language concerning the requirement 
for the petition fee (§ 1.17(h)) for expedited handling of a petition 
under 5.12(b), which is duplicative of the provisions of 5.12(b). 
This amendment does not change current practice. 


Section 5.14: Section 5.14(a) is amended by removing unneces- 
sary subject matter and replacing “serial number” with the more 
appropriate designation “application number.” Section 5.14(a) is 
also amended to remove the language concerning the requirement 
for the petition fee (§ 1.17(h)) for expedited handling of a petition 
under 5.12(b), which is duplicative of the provisions of 5.12(b). 
This amendment does not change current practice. 


Section 5.15: Section 5.15, paragraphs (a), (b), (c), and (e), are 
amended by removing unnecessary subject matter and to update 
the references to other parts of the Code of Federal Regulations. 


Section 5.16: Section 5.16 is removed and reserved as unneces- 
sary. 


Section 5.17: Section 5.17 is removed and reserved as unneces- 
sary. 


Section 5.18: Section 5.18 is amended to update the references to 
other parts of the Code of Federal Regulations. 


Sections 5.19: Sections 5.19(a) and (b) are amended to update the 
references to other parts of the Code of Federal Regulations. 
Section 5.19(c) is removed as unnecessary. 


Section 5.20: Section 5.20 is amended to include only the language 
of former 5.20(a). 


Section 5.25: Section 5.25(c) is removed as unnecessary. 


Section 5.31: Section 5.31 is removed and reserved as unneces- 
sary. 


Section 5.32: Section 5.32 is removed and reserved as unneces- 
sary. 


Section 5.33: Section 5.33 is removed and reserved and its subject 
matter added to 5.1. 


Part 7: Part 7 is removed and reserved as the substance thereof is 
incorporated into part 3. 


No comments were received regarding the proposed change to Part 
7. 


Part 10: 


Section 10.18: The heading of § 10.18 is amended to read 
“[slignature and certificate for correspondence filed in the Patent 
and Trademark Office” to reflect that it, as amended, applies to 
correspondence filed by non-practitioners as well as practitioners. 


Section 10.18(a) is amended to provide that for all documents filed 
in the Office in patent, trademark, and other non-patent matters, 
except for correspondence that is required to be signed by the 
applicant or party, each piece of correspondence filed by a 
practitioner in the Patent and Trademark Office must bear a 
signature, personally signed by such practitioner, in compliance 
with § 1.4(d)(1). This amendment is simply a clarification of the 
requirements of former § 10.18(a). 


Section 10.18 is further amended (in § 10.18 paragraphs (b) and 
(c)) to include the changes proposed to § 1.4 paragraphs (d)(2) and 
(d\(3). These changes to 37 CFR Part 10 are to avoid a dual 
standard between 37 CFR Parts | and 10 as to practitioners. In 
addition, by operation of § 1.4(d)(2), the provisions of § 10.18 
paragraphs (b) and (c) are applicable to any party (whether a 
practitioner or non-practitioner) presenting any paper to the Office. 
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As any party (whether a practitioner or non-practitioner) present- 
ing any paper to the Office is subject to the provisions of § 10.18 
paragraphs (b) and (c), this change also avoids a dual standard 
between practitioners and non-practitioners as to the certification 
provisions of § 10.18(b) and the sanctions provisions of § 10.18(c). 
The only difference between a practitioner and a non-practitioner 
as to § 10.18 paragraphs (b) and (c) is that a practitioner may also 
be subject to disciplinary action for violations of § 10.18(b) in 
addition to or in lieu of sanctions under § 10.18(c). 


Section 10.18(b)(1) is specifically amended to provide that, by 
presenting to the Office (whether by signing, filing, submitting, or 
later advocating) any paper, the party presenting such paper 
(whether a practitioner or non-practitioner) is certifying that all 
statements made therein of the party’s own knowledge are true, all 
statements made therein on information and belief are believed to 
be true, and all statements made therein are made with the 
knowledge that whoever, in any matter within the jurisdiction of 
the Patent and Trademark Office, knowingly and willfully falsifies, 
conceals, or covers up by any trick, scheme, or device a material 
fact, or makes any false, fictitious or fraudulent statements or 
representations, or makes or uses any false writing or document 
knowing the same to contain any false, fictitious or fraudulent 
statement or entry, shall be subject to the penalties set forth under 
18 U.S.C. 1001, and that violations of this paragraph may 
jeopardize the validity of the application or document, or the 
validity or enforceability of any patent, trademark registration, or 
certificate resulting therefrom. 


Section 10.18(b)(2) is specifically amended to provide that, by 
presenting to the Office any paper, the party presenting such paper 
(whether a practitioner or non-practitioner) is certifying that to the 
best of the party's knowledge, information and belief, formed after 
an inquiry reasonable under the circumstances, that: (1) the paper 
is not being presented for any improper purpose, such as to harass 
someone or to cause unnecessary delay or needless increase in the 
cost of prosecution before the Office; (2) the claims and other legal 
contentions therein are warranted by existing law or by a non- 
frivolous argument for the extension, modification, or reversal of 
existing law or the establishment of new law; (3) the allegations 
and other factual contentions have evidentiary support or, if 
specifically so identified, are likely to have evidentiary support 
after a reasonable opportunity for further investigation or discov- 
ery; and (4) the denials of factual contentions are warranted on the 
evidence, or if specifically so identified, are reasonably based on a 
lack of information or belief. 


As discussed supra, the amendments to § 10.18, in combination 
with the amendment to § 1.4(d), will permit the Office to eliminate 
the verification requirement for a number of the rules of practice. 


Section 10.18(c) specifically provides that violations of § 
10.18(b)(1) may jeopardize the validity of the application or 
document, or the validity or enforceability of any patent, trade- 
mark registration, or certificate resulting therefrom, and that 
violations of any of § 10.18 paragraphs (b)(2)(i) through (iv) are, 
after notice and reasonable opportunity to respond, subject to such 
sanctions as deemed appropriate by the Commissioner, or the 
Commissioner's designee, which may include, but are not limited 
to, any combination of: (1) holding certain facts to have been 
established; (2) returning papers; (3) precluding a party from filing 
a paper, or presenting or contesting an issue; (4) imposing a 
monetary sanction; (5) requiring a terminal disclaimer for the 
period of the delay; or (6) terminating the proceedings in the 
Patent and Trademark Office. 


With regard to the sanctions enumerated in § 10.18(c), 35 U.S.C. 
6(a) provides that “The Commissioner . . . may, subject to the 
approval of the Secretary of Commerce, establish regulations, not 
inconsistent with law, for the conduct of proceedings in the Patent 
and Trademark Office.” The issue of whether the Office is 
authorized to impose monetary sanctions was addressed in the 
rulemaking entitled “Patent Appeal and Interference Practice,” 
published in the Federal Register at 60 FR 14488 (March 17, 
1995), and in the Official Gazette at 1173 Off. Gaz. Pat. Office 36 
(April 11, 1995). 
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The Commissioner’s authority under 35 U.S.C. 6(a) to impose 
monetary sanctions is limited to sanctions which are remedial, and 
does not extend to sanctions that are punitive. /d. at 14494-96, 
1173 Off. Gaz. Pat. Office at 41-43. An enabling statute (35 U.S.C. 
6(a)) alone is not the express statutory authorization required for 
an agency to impose penal monetary sanctions. See, e.g., Commis- 
sioner v. Acker, 361 U.S. 87, 91 (1959); Gold Kist, Inc. v. 
Department of Agriculture, 741 F.2d 344, 348 (11th Cir. 1984). 
Thus, the line of demarcation between permissible and impermis- 
sible monetary sanctions under 35 U.S.C. 6(a) is that: (1) the 
imposition of a monetary sanction to cover the costs incurred by 
the Office due to the violation of § 10.18(b)(2) is a remedial (and 
thus permissible) sanction; and (2) the imposition of a monetary 
sanction that has no relationship to the costs incurred by the Office 
due to the violation of § 10.18(b)(2) (e.g., a pre-established or 
arbitrary fine or penalty) is a punitive (and thus impermissible) 
sanction. See United States v. Frame, 885 F.2d 1119, 1142-43 (3rd 
Cir. 1989) (late payment charge no higher than reasonable to cover 
lost interest and administrative costs incurred in the collection 
effort is a remedial sanction, and not a penalty, and, as such, is 
authorized by rulemaking enabling statute), cert. denied, 493 
U.S.1094 (1990); see also Griffin & Dickson v. United States, 16 
Cl. Ct. 347, 356-57 (1989) (agency has the inherent authority to 
manage its caseload by imposing sanctions including precluding 
party from presenting further evidence, disciplining of represen- 
tative, or imposing costs against the representative or the party in 
interest). As the Office is an entirely fee-funded entity, it is 
reasonable to impose a monetary sanction on a party causing an 
unnecessary and inordinate expenditure of Office resources to 
cover the costs incurred by the Office due to such action, rather 
than impose these costs on the Office’s customers in general. 


Nevertheless, the Office has amended § 1.4(d)(2) and § 10.18 with 
the objective of discouraging the filing of frivolous or patently 
unwarranted correspondence in the Office, not to routinely review 
correspondence for compliance with § 10.18(b)(2) and impose 
sanctions under § 10.18(c). Thus, the amendment to § 1.4(d)(2) 
and § 10.18 should cause no concern to practitioners and pro se 
applicants engaging in the ordinary course of business before the 
Office. The Office anticipates that sanctions under § 10.18(c) will 
be imposed only in rare situations in which such action is 
necessary for the Office to halt a clear abuse that is resulting in a 
needless and inordinate expenditure of Office resources. 


Where the circumstances of an application or other proceeding 
warrant a determination of whether there has been a violation of § 
10.18(b), the file or the application or other proceeding will be 
forwarded to the Office of Enrollment and Discipline (OED) for a 
determination of whether there has been a violation of § 10.18(b). 
In the event that OED determines that a provision of § 10.18(b) has 
been violated, the Commissioner, or the Commissioner’s designee, 
will determine what (if any) sanction(s) under § 10.18(c) is to be 
imposed in the application or other proceeding. In addition, if 
OED determines that a provision of § 10.18(b) has been violated 
by a practitioner, OED will determine whether such practitioner is 
to be subject to disciplinary action (see § 1.4(d)(2) and § 10.18(d)). 
That is, OED will provide a determination of whether there has 
been a violation of § 10.18(b), and if such violation is by a 
practitioner, whether such practitioner is to be subject to disciplin- 
ary action; however, OED will not be responsible for imposing 
sanctions under § 10.18(c) in an application or other proceeding. 


Section 10.18(d) provides that any practitioner violating the 
provisions of this section may also be subject to disciplinary 
action. This paragraph (and the corresponding provision of § 
1.4(d)(2)) clarifies that a practitioner may be subject to disciplinary 
action in lieu of, or in addition to, the sanctions set forth in § 
10.18(c) for violations of § 10.18. 


Comment 102: A number of comments supported the changes to § 
1.4(d) to make its certification applicable to all papers signed and 
submitted to the Office. 


Response: The Office will adopt the changes to make such a 
certification applicable to all papers filed in the Office, but will do 
so by placing the certification requirement in § 10.18, and 
providing in § 1.4(d) that the presentation of any paper to the 
Office, whether by a practitioner or non-practitioner, constitutes a 
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certification under § 10.18. Thus, the presentation of a paper to the 
Office by any person (even a non-practitioner) constitutes a 
certification under § 10.18. 


Comment 103: A number of comments opposed the change to § 
1.4(d) as increasing the burden on persons presenting papers to the 
Office, and, as such, inconsistent with the stated goal of reducing 
the burden on the public. One comment indicated that new burdens 
in § 1.4(d) on signers of papers submitted to the Office include: (1) 
conducting a reasonable inquiry concerning the document to be 
submitted to the Office; (2) not submitting the document to harass 
or seek a needless increase in the cost of prosecution; and (3) 
submitting only documents likely to have evidentiary support after 
a reasonable opportunity for further investigation or discovery. 


Response: The change to § 1.4(d) and § 10.18 should discourage 
the filing of frivolous papers in the Office, and thus reduce the cost 
to the Office of treating such papers, which cost is ultimately borne 
by the Office’s customers. Thus, this change to § 1.4(d) and § 
10.18 will reduce the burden on the public and to the Office’s 
customers in general. There is no reasonable argument as to why 
a person filing a document in the Office should be permitted to 
avoid the “burden” of conducting a reasonable inquiry concerning 
the document to be submitted to the Office, not submitting the 
document to harass or seek a needless increase in the cost of 
prosecution, or submitting only documents likely to have eviden- 
tiary support after a reasonable opportunity for further investiga- 
tion or discovery. 


Comment 104: Several comments opposed the addition of § 
1.4(d)(2) (now § 10.18(b)(2)) on the basis that the phrase “formed 
after an inquiry reasonable under the circumstances” was too 
vague or was unclear as to how much of an inquiry must be made 
to meet the “reasonable inquiry” requirement. 


Response: The phrase “formed after an inquiry reasonable under 
the circumstances” is taken from Rule 11(b) of the Federal Rules 
of Civil Procedure (Fed. R. Civ. P. 11(b)), which provides that: 


Representations to Court. By presenting to the court (whether by 
signing, filing, submitting, or later advocating) a pieading, written 
motion, or other paper, an attorney or unrepresented party is 
certifying that to the best of the person’s knowledge, information 
and belief, formed after an inquiry reasonable under the circum- 
stances, -- 

(1) it is not being presented for any improper purpose, such as 
to harass or to cause unnecessary delay or needless increase in the 
cost of litigation; 

(2) the claims, defenses, and other legal contentions therein are 
warranted by existing law or by a nonfrivolous argument for the 
extension, modification, or reversal of existing law or the estab- 
lishment of new law; 

(3) the allegations and other factual contentions have eviden- 
tiary support or, if specifically so identified, are likely to have 
evidentiary support after a reasonable opportunity for further 
investigation or discovery; and 

(4) the denials of factual contentions are warranted on the 
evidence or, if specifically so identified, are reasonably based on a 
lack of information or belief. 


See Fed. R. Civ. P. 11(b)(1993). 


Section 10.18(b)(2) tracks the language of Fed. R. Civ. P. 
11(b)(1993) to avoid confusion as to what certifications a signature 
entails. The advisory committee notes to Fed. R. Civ. P.11(b) 
provide further information on the “inquiry reasonable under the 
circumstances” requirement. See Amendments to the Federal Rules 
of Civil Procedure at 50-53 (1993), reprinted in 146 F.R.D. 401, 
584-87. The “inquiry reasonable under the circumstances” require- 
ment of § 10.18(b)(2) is identical to that in Fed. R. Civ. P. 11(b). 
The Federal courts have stated in regard to the “reasonable 
inquiry” requirement of Fed. R. Civ. P. 11: 1 


n requiring reasonable inquiry before the filing of any pleading in 
a civil case in federal district court, Rule 11 demands “an objective 
determination of whether a sanctioned party’s conduct was rea- 
sonable under the circumstances.” In effect it imposes a negligence 
standard, for negligence is a failure to use reasonable care. The 
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equation between negligence and the failure to conduct a reason- 
able precomplaint inquiry is . . . that “the amount of investigation 
required by Rule 11 depends on both the time available to 
investigate and on the probability that more investigation will turn 
up important evidence; the Rule does not require steps that are not 
cost-justified.” 


Hays v. Sony Electronics, 847 F.2d 412, 418, 7 USPQ2d 1043, 
1048 (7th. Cir. 1988) (citations omitted) (decided prior to the 1993 
amendment to Fed. R. Civ. P. 11, but discussing a “reasonable 
under the circumstances” standard). 


Comment 105: One comment opposed the change in § 1.4(d) to 
import the verification requirement into any papers signed and 
submitted to the Office, on the basis that the presence of a 
verification actually on the paper signed and submitted to the 
Office would cause the signer to carefully consider what is being 
signed and submitted to the Office. 


Response: A separate verification requirement for certain papers 
results in delays during the examination of an application when 
such verification is omitted. The Office is convinced that people 
are inclined to either not make false, misleading or inaccurate 
statements in documents they sign, or are not deterred from 
making such statements by the presence of a verification clause in 
the document. The benefit obtained in the rare instance in which a 
person otherwise inclined to make a false, misleading or inaccurate 
statement is persuaded not to do so by averification clause simply 
does not outweigh the benefit obtained by the elimination of the 
delay that results from the requirement for such a verification 
clause. 


Comment 106: One comment opposed the change to § 1.4(d) (now 
§ 10.18(b)(2)) on the basis that “reasonable inquiry” requirement 
therein will expose a practitioner to malpractice liability. 


Response: Legal malpractice is not an issue of Federal patent (or 
trademark) law, but of common law sounding in tort. See Voight v. 
Kraft, 342 F. Supp 821, 822, 174 USPQ 294,295 (D. Idaho 1972). 
Section 10.18(b)(2) does not affect the duty (or create a new duty) 
on the part of a practitioner to his or her client vis-a-vis the 
submission of papers to the Office. 


The party's duties under § 10.18 are not to one’s own clients; it is 
to the public in general, other parties before the Office (the 
examination of whose applications are delayed while the Office is, 
and whose fees must be applied to the cost of, responding to 
frivolous papers), and to the Office. Cf. Mars Steel Corp. v. 
Continental Bank, 880 F.2d 928, 932 (7th. Cir.1989) (just as tort 
law creates duties to one’s client, Fed. R. Civ. P. 11 creates a duty 
to one’s adversary, other litigants in the courts’s queue, and the 
court itself); Hays, 847 F.2d at 418, 7USPQ2d at 1049 (same). 


Comment 107: One comment indicated that the requirements in § 
1.4(d)(2) (now § 10.18(b)(2)) may be onerous as to persons not 
registered to practice before the Office. Another comment opposed 
this change on the basis that it would create new issues during 
litigation, in that few non-lawyers have enough legal knowledge to 
accurately verify that the documents they sign are consistent with 
the law. The comment suggested that § 1.4(d)(2) simply be 
amended to include the verification statement from § 1.68. 


Response: There is no reasonable argument as to why the 
certification for papers submitted to the Office should be any less 
than the certification required under Fed. R. Civ. P. 11(b) for 
papers filed in the Federal courts. The Federal Rules of Civil 
Procedure do not permit a pro se litigant to avoid the requirements 


of Fed. R. Civ. P. 11(b) (“By presenting . . . an attorney or 
unrepresented party is certifying . . . .” (emphasis added)). It is, 
however, appropriate to take account of the special circumstances 
of pro se applicants in determining whether sanctions under § 
10.18(c) are appropriate. See advisory committee notes to Fed. R. 
Civ. P. 11 (1983), reprinted in 97 F.R.D. 165, 198-99 (1983) 
(“Although the standard is the same for unrepresented parties, who 
are obligated themselves to sign the , the court has sufficient 
discretion to take account of the special circumstances that often 
arise in pro se situations”) 
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The Office expects that pro se applicants will often submit 
arguments that evidence little, if any, appreciation of the applicable 
law or procedure. The Office is not adopting § 1.4(d)(2) and § 
10.18(b) and (c) for the purpose of imposing, and does not intend 
to impose, sanctions on pro se applicants in situations in which 
they simply submit arguments lacking an appreciation of the 
applicable law or procedure. See Finch v. Hughes Aircraft Co., 926 
F.2d 1574, 1582,17 USPQ2d 1914, 1921 (Fed. Cir. 1991) (“courts 
are particularly cautious about imposing sanctions on a pro se 
litigant, whose improper conduct may be attributed to ignorance of 
the law and proper procedures”); see also Hornback v. U.S., 40 
USPQ2d 1694, 1697 (Cl. Ct. 1996) (pro se without legal training 
is not held to the same standard as trained counsel). 


Where, however, a pro se applicant engages in a course of conduct 
that any reasonable person should have known was improper, and 
which causes a needless and inordinate expenditure of Office 
resources, such conduct may result in the imposition of sanctions 
on the pro se applicant. The Federal courts have subjected pro se 
litigants to sanctions for: (1) taking or persisting in actions that 
even a non-lawyer should have known were frivolous; (2) taking 
or persisting in actions that, after engaging in a sufficient course of 
litigation, the pro se litigant should have known were frivolous; or 
(3) taking or persisting in actions after having been warned by the 
court that such actions were frivolous. See Constant v. U.S., 929 
F.2d 654,658, 18 USPQ2d 1298, 1301 (Fed. Cir.), cert. denied, 501 
U.S. 1206 (1991); Finch, 926F.2d at 1582-83, 17 USPQ2d at 1921; 
U.S. ex rel. Taylor v. Times Herald Record, 22 USPQ2d 1716, 1718 
(S.D.N.Y. 1992). aff'd, 990 F.3d 623 (2d Cir. 1993) (table). 


Comment 108: One comment argued that the change to § 1.4(d) 
would be particularly difficult to apply in the context of provisional 
applications. 


Response: The patent statute and rules of practice do not require 
any papers other than a disclosure (with or without claims) and a 
cover sheet for a provisional application (e.g., an applicant need 
and should not submit legal arguments or other contentions with a 
provisional application). Thus, it is highly unlikely that the filing 
of a provisional application will result in a violation of § 10.18(b). 


Comment 109: One comment opposed the change to § 1.4(d) on 
the basis that it was not clear whether a practitioner has an 
obligation in the case of a submission of a statement off acts to 
inform the party making the statement (or the client) of this 
certification effect, and the sanctions applicable to noncompliance. 
Another comment indicated that practitioners will now be placed 
under the obligation of questioning their clients each time they are 
given information or instructions. 


Response: The submission by an applicant of misleading or 
inaccurate statements of facts during the prosecution of applica- 
tions for patent has resulted in the patents issuing on such 
applications being held unenforceable. See, e.g., Refac Interna- 
tional Ltd. v. Lotus Development Corp., 81 F.3d 1576, 38 USPQ2d 
1665 (Fed. Cir. 1996); Paragon Podiatry Laboratory, Inc. v. KLM 
Laboratories, Inc., 984 F.2d 1182, 25 USPQ2d 1561 (Fed. Cir 
1993); Rohm and Haas Corp. v. Crystal Chemical Co., 722 F.2d 
1556, 200 USPQ 289 (Fed. Cir. 1983), cert. denied, 469 U.S. 851 
(1984); Ott v. Goodpasture, 40 USPQ2d 1831 (D.N. Tex. 1996): 
Herman v. William Brooks Shoe Co., 39 USPQ2d 1773 (S.D. N-Y. 
1996); Golden Valley Microwave Food Inc. v. Weaver Popcorn 
Co., 837 F. Supp. 1444, 24USPQ2d 1801 (N.D. Ind. 1992), aff'd, 
11 F.3d 1072 (Fed. Cir. 1993) (table), cert. denied, 511 U.S. 1128 
(1994). Likewise, false statements by a practitioner in a paper 
submitted to the Office during the prosecution of an application for 
patent has resulted in the patent issuing on such application also 
being held unenforceable. See General Electro Music Corp. v. 
Samick Music Corp., 19 F.3d 1405, 30 USPQ2d 1149 (Fed. Cir. 
1994) (false statement in a petition to make an application special 
constitutes inequitable conduct, and renders the patent issuing on 
such application unenforceable). In addition, the failure to exercise 
due care in ascertaining the accuracy of the statements in a 
certification submitted to the Office has also resulted in a patent 
being held invalid. See DH Technology, 937 F. Supp. at 910; 
40USPQ2d at 1761. 
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For the above-stated reasons, it is highly advisable for a practitio- 
ner to advise a client or third party that any information so 
provided must be reliable and not misleading, regardless of this 
amendment to § 1.4(d)(2) and § 10.18. Nevertheless, § 1.4(d)(2) 
and § 10.18 as adopted do not require a practitioner to advise the 
client (or third party) providing information of this certification 
effect (or the sanctions applicable to noncompliance), or question 
the client (or third party) when such information or instructions are 
provided. When a practitioner is submitting information (e.g., a 
statement of fact) from the applicant or a third party, or relying in 
arguments upon information from the applicant or a third party, the 
Office will consider a practitioner’s “inquiry reasonable under the 
circumstances” duty under § 10.18 met so long as the practitioner 
has no knowledge of information that is contrary to the informa- 
tion provided by the applicant or third party or would otherwise 
indicate that the information provided by the applicant or third 
party was so provided for the purpose of a violation of § 10.18 
(e.g., was submitted to cause unnecessary delay). 


An applicant has no duty to conduct a prior art search as a 
prerequisite to filing an application for patent. See Nordberg, Inc. 
v. Telsmith, Inc., 82 F.3d 394, 397, 38 USPQ2d 1593, 1595-96 
(Fed. Cir. 1996); FMC Corp. v. Hennessy Indus., Inc., 836 F.2d 
521, 526 n.6, 5 USPQ2d 1272, 1275-76 n.6 (Fed. Cir. 1987); FMC 
Corp. v. Manitowoc Co., Inc., 835 F.2d 1411, 1415, 5 USPQ2d 
1112, 1115 (Fed. Cir. 1987); American Hoist & Derrick Co. v. 
Sowa & Sons, Inc., 725 F.2d 1350, 1362, 220 USPQ 763, 772 (Fed. 
Cir.), cert. denied, 469 U.S. 821, 224 USPQ 520 (1984). The 
“inquiry reasonable under the circumstances”requirement of § 
10.18 does not create any new duty on the part of an applicant for 
patent to conduct a prior art search. See MPEP 609; cf. Judin v. 
United States, 110 F.3d 780, 42 USPQ2d 1300 (Fed. Cir 1997) (the 
failure to obtain and examine the accused infringing device prior 
to bringing a civil action for infringement violates the 1983 
version of Fed. R. Civ. P.11). The “inquiry reasonable under the 
circumstances” requirement of § 10.18, however, will require an 
inquiry into the underlying facts and circumstances when a 
practitioner provides conclusive statements to the Office (e.g., a 
statement that the entire delay in filing the required reply from the 
due date for the reply until the filing of a grantable petition 
pursuant to § 1.137(b) was unintentional). 


Section 10.23: Section 10.23 is amended to change the phrase 
“knowingly signing” to “signing.” This amendment to 10.23 is for 
consistency with § 10.18, which contains no “knowingly” provi- 
sion or requirement. 


Review Under the Paperwork Reduction Act of 1995. 


This Final Rule contains information collection requirements 
which are subject to review by the Office of Management and 
Budget (OMB) under the Paperwork Reduction Act of 1995 (44 
U.S.C. 3501 et seq.). The principal impact of this Final Rule is: (1) 
elimination of unnecessary rules of practice; (2) simplification or 
elimination of certain requirements of the rules of practice; (3) 
rearrangement of certain rules to improve their context; and (4) 
clarification of the requirements of the rules of practice. 


The title, description and respondent description of each of the 
information collections are shown below with an estimate of each 
of the annual reporting burdens. The collections of information in 
this Final Rule have been reviewed and approved by OMB under 
the following control numbers: 0651-0016, 0651-0021, 0651- 
0022, 0651-0027, 0651-0031, 0651-0032, 0651-0033, 0651-0034, 
0651-0035, and 0651-0037. Included in each estimate is the time 
for reviewing instructions, gathering and maintaining the data 
needed, and completing and reviewing the collection of informa- 
tion. 


Notwithstanding any other provision of law, no person is required 
to respond to nor shall a person be subject to a penalty for failure 
to comply with a collection of information subject to the require- 


ments of the Paperwork Reduction Act unless that collection of 


information displays a currently valid OMB control number. 


OMB Number: 0651-0016. 
Title: Rules for Patent Maintenance Fees. 
Form Numbers: PTO/SB/45/46/47/65/66. 
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Type of Review: Approved through July of 1999. 

Affected Public: Individuals or Households, Business or Other 
For-Profit, Not-for-Profit Institutions and Federal Government. 

Estimated Number of Respondents: 273,800. 

Estimated Time Per Response: 0.08 hour. 

Estimated Total Annual Burden Hours: 22,640 hours. 

Needs and Uses: Maintenance fees are required to maintain a 
patent, except for design or plant patents, in force under 35 U.S.C 
41(b). Payment of maintenance fees are required at 3 1/2, 7 1/2 and 
11 1/2 years after the grant of the patent. A patent number and 
application number of the patent on which maintenance fees are 
paid are required in order to ensure proper crediting of such 
payments. 


OMB Number: 0651-0021. 

Title: Patent Cooperation Treaty. 

Form Numbers: PCT/RO/101, ANNEX/134/144, PTO-1382, 
PCT/IPEA/401, PCT/IB/328. 

Type of Review: Approved through May of 2000. 

Affected Public: Individuals or Households, Business or Other 
For-Profit, Federal Agencies or Employees, Not-for-Profit Institu- 
tions, Small Businesses or Organizations. 

Estimated Number of Respondents: 102,950. 

Estimated Time Per Response: 0.9538 hour. 

Estimated Total Annual Burden Hours: 98,195 hours. 

Needs and Uses: The information collected is required by the 
Patent CooperationTreaty (PCT). The general purpose of the PCT 
is to simplify the filing of patent applications on the same 
invention in different countries. It provides for a centralized filing 
procedure anda standardized application format. 


OMB Number: 0651-0022. 

Title: Deposit of Biological Materials for Patent Purposes. 

Form Numbers: None. 

Type of Review: Approved through December of 1997. Affected 
Public: Individuals or Households, State or Local Governments, 
Farms, Business or Other For-Profit, Federal Agencies or Employ- 
ees, Not-for-Profit Institutions, Small Businesses or Organizations. 

Estimated Number of Respondents: 3,325. 

Estimated Time Per Response: 1.0 hour. 

Estimated Total Annual Burden Hours: 3,325 hours. 

Needs and Uses: Information on depositing of biological mate- 
rials in depositories is required for (1) Office determination of 
compliance with the patent statute where the invention sought to 
be patented relies on biological material subject to deposit require- 
ment, which includes notifying interested members of the public 
where to obtain samples of deposits, and (2) depositories desiring 
to be recognized as suitable by the Office. 


OMB Number: 0651-0027. 

Title: Changes in Patent and Trademark Assignment Practices. 

Form Numbers: PTO-1618 and PTO-1619, PTO/SB/15/41. 

Type of Review: Approved through September of 1998. Af- 
fected Public: Individuals or Households and Businesses or Other 
For-Profit. 

Estimated Number of Respondents: 170,000. 

Estimated Time Per Response: 0.57 hour. 

Estimated Total Annual Burden Hours: 97,000 hours. 

Needs and Uses: The Office records about 170,000 assignments 
or documents related to ownership of patent and trademark cases 
each year. The Office requires a cover sheet to expedite the 
processing of these documents and to ensure that they are properly 
recorded. 


OMB Number: 0651-0031. 

Title: Patent Processing (Updating). 

Form Numbers: PTO/SB/08-12/21-26/31/32/42/43/61-64/67- 
69/9 1-93/96/97. 

Type of Review: Approved through October of 1999. Affected 
Public: Individuals or Households, Business or Other For-Profit 
Institutions, Not-for-Profit Institutions and Federal Government. 

Estimated Number of Respondents: 1,690,690. 

Estimated Time Per Response: 0.361 hours. 

Estimated Total Annual Burden Hours: 644,844 hours. 

Needs and Uses: During the processing for an application for a 
patent, the applicant/agent may be required or desire to submit 
additional information to the Office concerning the examination of 
a specific application. The specific information required or which 
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may be submitted includes: Information Disclosure Statements: 
Terminal Disclaimers; Petitions to Revive; Express Abandon- 
ments; Appeal Notices; Small Entity; Petitions for Access; Powers 
to Inspect; Certificates of Mailing; Certificates under § 3.73(b); 
Amendments, Petitions and their Transmittal Letters; and Deposit 
Account Order Forms. 


OMB Number: 0651-0032. 

Title: Initial Patent Application. 

Form Number: PTO/SB/01-07/17-20/101-109. 

Type of Review: Approved through September of 1998. Af- 
fected Public: Individuals or Households, Business or Other 
For-Profit, Not-for-Profit Institutions and Federal Government. 

Estimated Number of Respondents: 243,100. 

Estimated Time Per Response: 7.88 hours. 

Estimated Total Annual Burden Hours: 1,915,500 hours. 

Needs and Uses: The purpose of this information collection is to 
permit the Office to determine whether an application meets the 
criteria set forth in the patent statute and regulations. The standard 
Fee Transmittal form, New Utility Patent Application Transmittal- 
form, New Design Patent Application Transmittal form, New Plant 
Patent Application Transmittal form, Plant Color Coding Sheet, 
Declaration, and Plant Patent Application Declaration will assist 
applicants in complying with the requirements of the patent statute 
and regulations, and will further assist the Office in processing and 
examination of the application. 


OMB Number: 0651-0033. 

Title: Post Allowance and Refiling. 

Form Numbers: PTO/SB/13/14/44/50-57; PTOL-85b. 

Type of Review: Approved through June of 1999. Affected 
Public: Individuals or Households, Business or Other For-Profit, 
Not-for-Profit Institutions and Federal Government. 

Estimated Number of Respondents: 135,190. 

Estimated Time Per Response: 0.325 hour. 

Estimated Total Annual Burden Hours: 43,893 hours. 

Needs and Uses: This collection of information is required to 
administer the patent laws pursuant to title 35, U.S.C., concerning 
the issuance of patents and related actions including correcting 
errors in printed patents, refiling of patent applications, requesting 
reexamination of a patent, and requesting a reissue patent to 
correct an error in a patent. The affected public includes any 
individual or institution whose application for a patent has been 
allowed or who takes action as covered by the applicable rules. 


OMB Number: 0651-0034. 

Title: Secrecy/License to Export. 

Form Numbers: None. 

Type of Review: Approved through January of 1998. Affected 
Public: Individuals or Households, Business or Other For-Profit, 
Not-for-Profit Institutions and Federal Government. 

Estimated Number of Respondents: 2,156. 

Estimated Time Per Response: 0.5 hour. 

Estimated Total Annual Burden Hours: 1,129 hours. 

Needs and Uses: In the interest of national security, patent laws 
and regulations place certain limitations on the disclosure of 
information contained in patents and patent applications and on the 
filing of applications for patent in foreign countries. 


OMB Number: 0651-0035. 

Title: Address-Affecting Provisions. 

Form Numbers: PTO/SB/82/83. 

Type of Review: Approved through June of 1999. Affected 
Public: Individuals or Households, Business or Other For-Profit, 
Not-for-Profit Institutions and Federal Government. 

Estimated Number of Respondents: 44,850. 

Estimated Time Per Response: 0.2 hour. 

Estimated Total Annual Burden Hours: 8,970 hours. 

Needs and Uses: Under existing law, a patent applicant or 
assignee may appoint, revoke or change a representative to act in 
a representative capacity. Also, an appointed representative may 
withdraw from acting in a representative capacity. This collection 
includes the information needed to ensure that Office correspon- 
dence reaches the appropriate individual. 


OMB Number: 0651-0037. 
Title: Provisional Applications. 
Form Numbers: PTO/SB/16. 
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Type of Review: Approved through January of 1998. Affected 
Public: Individuals or Households, Business or Other For-Profit, 
Not-for-Profit Institutions and Federal Government. 

Estimated Number of Respondents: 6,000. 

Estimated Time Per Response: 0.2 hour. 

Estimated Total Annual Burden Hours: 1,200 hours. 

Needs and Uses: The information included on the provisional 
application cover sheet is needed by the Office to identify the 
submission as a provisional application and not some other kind of 
submission, to promptly and properly process the provisional 
application, to prepare the provisional application filing receipt 
which is sent to the applicant, and to identify those provisional 
applications which must be reviewed by the Office for foreign 
filing licenses. 


As required by the Paperwork Reduction Act of 1995 (44 U.S.C. 
3507(d)), the Office has submitted a copy of this Final Rule to 
OMB for its review of these information collections. Interested 
persons are requested to send comments regarding these informa- 
tion collections, including suggestions for reducing this burden, to 
the Office of Information and Regulatory Affairs of OMB, New 
Executive Office Bldg., 725 17th St. NW, rm. 10235, Washington, 
DC 20503, Attn: Desk Officer for the Patent and Trademark Office. 


Other Considerations. 


This Final Rule is in conformity with the requirements of the 
Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive Order 
12612 (October 26, 1987), and the Paperwork Reduction Act of 
1995 (44 U.S.C. 3501 et seq.). It has been determined that this 
rulemaking is not significant for the purposes of Executive Order 
12866 (September 30, 1993). 


The Assistant General Counsel for Legislation and Regulation of 
the Department of Commerce has certified to the Chief Counsel 
for Advocacy, Small Business Administration that this Final Rule 
would not have a significant impact on a substantial number of 
small entities (Regulatory Flexibility Act, 5 U.S.C. 605(b)). The 
principal impact of this Final Rule is: (1) elimination of unneces- 
sary rules of practice; (2) simplification or elimination of certain 
requirements of the rules of practice; (3) rearrangement of certain 
rules to improve their context; and (4) clarification of the require- 
ments of the rules of practice. 


The Office has determined that this Final Rule has no Federalism 
implications affecting the relationship between the National Gov- 
ernment and the States as outlined in Executive Order 12612. 


List of Subjects 


37 CFR Part 1 

Administrative practice and procedure, Courts, Freedom of Infor- 
mation, Inventions and patents, Reporting and record keeping 
requirements, Small Businesses. 


37 CFR Part 3 
Administrative practice and procedure, Inventions and patents, 
Reporting and record keeping requirements. 


37 CFR Part 5 
Classified information, foreign relations, inventions and patents. 


37 CFR Part 7 

Administrative practice and procedure, Inventions and patents, 
Reporting and record keeping requirements. 

37 CFR Part 10 

Administrative practice and procedure, Inventions and patents, 
Lawyers, Reporting and record keeping requirements. 


For the reasons set forth in the preamble, 37 CFR Parts 1, 3, 5, 7 
and 10 are amended as follows: 


PART 1 - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part | continues to read as 
follows: 
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Authority: 35 U.S.C. 6, unless otherwise noted. 2. 


Section 1.4 is amended by revising paragraph (d) and by adding 
paragraph (g) to read as follows: 


§ 1.4 Nature of correspondence and signature requirements. 


keke * 


(d)(1) Each piece of correspondence, except as provided in 
paragraphs (e) and (f) of this section, filed in a patent or trademark 
application, reexamination proceeding, patent or trademark inter- 
ference proceeding, patent file or trademark registration file. 
trademark opposition proceeding, trademark cancellation proceed- 
ing, or trademark concurrent use proceeding, which requires a 
person’s signature, must either: 


(i) Be an original, that is, have an original signature personally 
signed in permanent ink by that person; or 


(ii) Be a direct or indirect copy, such as a photocopy or facsimile 
transmission(§ 1.6(d)), of an original. In the event that a copy of 
the original is filed, the original should be retained as evidence of 
authenticity. If a question of authenticity arises, the Patent and 
Trademark Office may require submission of the original. 


(2) The presentation to the Office (whether by signing, filing, 
submitting, or later advocating) of any paper by a party, whether a 
practitioner or non-practitioner, constitutes a certification under § 
10.18(b) of this chapter. Violations of § 10.18(b)(2) of this chapter 
by a party, whether a practitioner or non-practitioner, may result in 
the imposition of sanctions under § 10.18(c) of this chapter. Any 
practitioner violating § 10.18(b) may also be subject to disciplin- 
ary action. See § 10.18(d) and 10.23(c)(15). 


GS 2&9 


(g) An applicant who has not made of record a registered attorney 
or agent may be required to state whether assistance was received 
in the preparation or prosecution of the patent application, for 
which any compensation or consideration was given or charged, 
and if so, to disclose the name or names of the person or persons 
providing such assistance. Assistance includes the preparation for 
the applicant of the specification and amendments or other papers 
to be filed in the Patent and Trademark Office, as well as other 
assistance in such matters, but does not include merely making 
drawings by draftsmen or stenographic services in typing papers. 


3. Section 1.6 is amended by revising paragraphs (d)(3), (d)(6), 
and (e) and adding paragraph (f) to read as follows: 


§ 1.6 Receipt of correspondence. 


eK KE 
@**. 


(3) Correspondence which cannot receive the benefit of the 
certificate of mailing or transmission as specified in § 
1.8(a2)(i(A) through (D) and (F), § 1.8(a)(2)(iiA), and § 
1.8(a)(2 (iii A), except that a continued prosecution application 
under § 1.53(d) may be transmitted to the Office by facsimile; 


** * 


(6) Correspondence to be filed in a patent application subject to 
a secrecy order under 5.1 through 5.5 of this chapter and directly 
related to the secrecy order content of the application; 


keke KE 


(e) Interruptions in U.S. Postal Service. If interruptions or 
emergencies in the United States Postal Service which have been 
so designated by the Commissioner occur, the Patent and Trade- 
mark Office will consider as filed on a particular date in the Office 
any correspondence which is: 


(1) Promptly filed after the ending of the designated interruption 
or emergency; and 
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(2) Accompanied by a statement indicating that such correspon- 
dence would have been filed on that particular date if it were not 
for the designated interruption or emergency in the United States 
Postal Service. 


(f) Facsimile transmission of a patent application under § 
].53(d). In the event that the Office has no evidence of receipt of 
an application under § 1.53(d) (a continued prosecution applica- 
tion) transmitted to the Office by facsimile transmission, the party 
who transmitted the application under § 1.53(d) may petition the 
Commissioner to accord the application under § 1.53(d) a filing 
date as of the date the application under § 1.53(d) is shown to have 
been transmitted to and received in the Office, 


(1) Provided that the party who transmitted such application 
under § 1.53(d): 


(i) Informs the Office of the previous transmission of the 
application under § 1.53(d) promptly after becoming aware that 
the Office has no evidence of receipt of the application under § 
1.53(d); 


(ii) Supplies an additional copy of the previously transmitted 
application under § 1.53(d); and 


(iti) Includes a statement which attests on a personal knowledge 
basis or to the satisfaction of the Commissioner to the previous 
transmission of the application under § 1.53(d) and is accompanied 
by a copy of the sending unit’s report confirming transmission of 
the application under § 1.53(d) or evidence that came into being 
after the complete transmission and within one business day of the 
complete transmission of the application under § 1.53(d). 


(2) The Office may require additional evidence to determine if 
the application under § 1.53(d) was transmitted to and received in 
the Office on the date in question. 


4. Section 1.8 is amended by revising paragraphs (a)(2)(i)(A) and 
(b) to read as follows: 


§ 1.8 Certificate of mailing or transmission. 


(A) The filing of a national patent application specification and 
drawing or other correspondence for the purpose of obtaining an 
application filing date, including a request for a continued pros- 
ecution application under § 1.53(d); 


(b) In the event that correspondence is considered timely filed 
by being mailed or transmitted in accordance with paragraph (a) of 
this section, but not received in the Patent and Trademark Office, 
and the application is held to be abandoned or the proceeding is 
dismissed, terminated, or decided with prejudice, the correspon- 
dence will be considered timely if the party who forwarded such 
correspondence: 


(1) Informs the Office of the previous mailing or transmission of 
the correspondence promptly after becoming aware that the Office 
has no evidence of receipt of the correspondence; 


(2) Supplies an additional copy of the previously mailed or 
transmitted correspondence and certificate; and 


(3) Includes a statement which attests on a personal knowledge 
basis or to the satisfaction of the Commissioner to the previous 
timely mailing or transmission. If the correspondence was sent by 
facsimile transmission, a copy of the sending unit’s report con- 
firming transmission may be used to support this statement. 


kek K KK 
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5. Section § 1.9 is amended by revising paragraphs (d) and (f) to 
read as follows: 


§ 1.9 Definitions. 


xe KK * 


(d) A small business concern as used in this chapter means any 
business concern meeting the size standards set forth in 13 CFR 
Part 121 to be eligible for reduced patent fees. Questions related to 
size standards for a small business concern may be directed to: 
Small Business Administration, Size Standards Staff, 409 Third 
Street, SW, Washington, DC 20416. 


kek K KK 


(f) A small entity as used in this chapter means an independent 
inventor, a small business concern, or a non-profit organization 
eligible for reduced patent fees. 


kek K KS 


6. Section 1.10 is amended by revising paragraphs (d) and (e) to 
read as follows: 


§ 1.10 Filing of correspondence by “Express Mail.” 


*e# eK * 


(d) Any person filing correspondence under this section that was 
received by the Office and delivered by the “Express Mail Post 
Office to Addressee” service of the USPS, who can show that the 
“date-in” on the “Express Mail” mailing label or other official 
notation entered by the USPS was incorrectly entered or omitted 
by the USPS, may petition the Commissioner to accord the 
correspondence a filing date as of the date the correspondence is 
shown to have been deposited with the USPS, provided that: 


(1) The petition is filed promptly after the person becomes 
aware that the Office has accorded, or will accord, a filing date 
based upon an incorrect entry by the USPS; 


(2) The number of the “Express Mail” mailing label was placed 
on the paper(s) orfee(s) that constitute the correspondence prior to 
the original mailing by “Express Mail”; and 


(3) The petition includes a showing which establishes, to the 
satisfaction of the Commissioner, that the requested filing date was 
the date the correspondence was deposited in the “Express Mail 
Post Office to Addressee” service prior to the last scheduled pickup 
for that day. Any showing pursuant to this paragraph must be 
corroborated by evidence from the USPS or that came into being 
after deposit and within one business day of the deposit of the 
correspondence in the “Express Mail Post Office to Addressee” 
service of the USPS. 


(e) Any person mailing correspondence addressed as set out in 
§ 1.1(a) to the Office with sufficient postage utilizing the “Express 
Mail Post Office to Addressee” service of the USPS but not 
received by the Office, may petition the Commissioner to consider 
such correspondence filed in the Office on the USPS deposit date, 
provided that: 


(1) The petition is filed promptly after the person becomes 
aware that the Office has no evidence of receipt of the correspon- 
dence; 


(2) The number of the “Express Mail” mailing label was placed 
on the paper(s) or fee(s) that constitute the correspondence prior to 
the original mailing by “Express Mail”; 


(3) The petition includes a copy of the originally deposited 
paper(s) or fee(s) that constitute the correspondence showing the 
number of the “Express Mail” mailing label thereon, a copy of any 
returned postcard receipt, a copy of the “Express Mail” mailing 
label showing the “date-in,* a copy of any other official notation 
by the USPS relied upon to show the date of deposit, and, if the 
requested filing date is a date other than the “date-in” on the 
“Express Mail” mailing label or other official notation entered by 
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the USPS, a showing pursuant to paragraph (d)(3) of this section 
that the requested filing date was the date the correspondence was 
deposited in the “Express Mail Post Office to Addressee” service 
prior to the last scheduled pickup for that day; and 


(4) The petition includes a statement which establishes, to the 
satisfaction of the Commissioner, the original deposit of the 
correspondence and that the copies of the correspondence, the 
copy of the “Express Mail” mailing label, the copy of any returned 
postcard receipt, and any official notation entered by the USPS are 
true copies of the originally mailed correspondence, original 
“Express Mail” mailing label, returned postcard receipt, and 
official notation entered by the USPS. 


*e EK * 


7. Section 1.11 is amended by revising paragraph (b) to read as 
follows: 


§ 1.11 Files open to the public. 


kek K KK 


(b) All reissue applications, all applications in which the Office 
has accepted a request to open the complete application to 
inspection by the public, and related papers in the application file, 
are open to inspection by the public, and copies may be furnished 
upon paying the fee therefor. The filing of reissue applications, 
other than continued prosecution applications under § 1.53(d) of 
reissue applications, will be announced in the Official Gazette. The 
announcement shall include at least the filing date, reissue appli- 
cation and original patent numbers, title, class and subclass, name 
of the inventor, name of the owner of record, name of the attorney 
or agent of record, and examining group to which the reissue 
application is assigned. 


*e*e ee * 


8. Section 1.14 is amended by revising paragraph (a) and adding a 
new paragraph (f) to read as follows: 


§ 1.14 Patent applications preserved in confidence. 


(a) Patent applications are generally preserved in confidence 
pursuant to 35 U.S.C. 122. No information will be given concern- 
ing the filing, pendency, or subject matter of any application for 
patent, and no access will be given to, or copies furnished of, any 
applicationor papers relating thereto, except as set forth in this 
section. 


(1) Status information includes information such as whether the 
application is pending, abandoned, or patented, as well as the 
application number and filing date (or international filing date or 
date of entry into the national stage). 


(i) Status information concerning an application may be sup- 
plied: 


(A) When copies of, or access to, the application may be 
provided pursuant to paragraph (a)(3) of this section; 


(B) When the application is identified by application number or 
serial number and filing date in a published patent document or in 
a U.S. application open to public inspection; or 


(C) When the application is the national stage of an international 
application in which the United States of America has been 
indicated as a Designated State. 


(ii) Status information concerning an application may also be 
supplied when the application claims the benefit of the filing date 
of an application for which status information may be provided 
pursuant to paragraph (a)(1)(i) of this section. 


(2) Copies of an application-as-filed may be provided to any 
person, upon written request accompanied by the fee set forth in § 
1.19(b)(1), without notice to the applicant, if the application is 
incorporated by reference in a U.S. patent. 
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(3) Copies of (upon payment of the fee set forth in § 1.19(b)(2)), 
and access to, an application file wrapper and contents may be 
provided to any person, upon written request, without notice to the 
applicant, when the application file is available and: 


(i) It has been determined by the Commissioner to be necessary 
for the proper conduct of business before the Office or warranted 
by other special circumstances; 


(ii) The application is open to the public as provided in 
§ 1.11(b); 


(iii) Written authority in that application from the applicant, the 
assignee of the application, or the attorney or agent of record has 
been granted; or 


(iv) The application is abandoned, but not if the application is in 
the file jacket of a pending application under § 1.53(d), and is: 


(A) Referred to in a U.S. patent; 
(B) Referred to in a U.S. application open to public inspection; 


(C) An application which claims the benefit of the filing date of 
a U.S. application open to public inspection; or 


(D) An application in which the applicant has filed an authori- 
zation to lay open the complete application to the public. 


eek eEK 


(f) Information as to the filing of an application will be 
published in the Official Gazette in accordance with § 1.47(a) and 
(b). 


9. Section 1.16 is amended by revising paragraphs (d) and (1) and 
adding new paragraphs (m) and (n) to read as follows: 


§ 1.16 National application filing fees. 


kkKK * 


(d) In addition to the basic filing fee in an original application, 
except provisional applications, if the application contains, or is 
amended to contain, a multiple dependent claim(s), per applica- 
tion: 

By a small entity (§ 1.9(f)) 


By other than a small entity 270.00 


kk eK * 


(1) Surcharge for filing the basic filing fee or cover sheet 
(§ 1.51(c)(1)) on a date later than the filing date of the provisional 
application: 

er ee Ny 0 FI anni nwscsesicissscicccseescseasinssicnsicccs 25.00 

er Oe RI IT GOI ian cssisnses sists nncnsinsscntaveens 50.00 


(m) If the additional fees required by paragraphs (b), (c), (d), (i) 
and (j) of this section are not paid on filing or on later presentation 
of the claims for which the additional fees are due, they must be 
paid or the claims must be cancelled by amendment, prior to the 
expiration of the time period set for reply by the Office in any 
notice of fee deficiency. 


(n) See § 1.445, § 1.482, and § 
application filing and processing fees. 


1.495 for international 


10. Section 1.17 is amended by removing and reserving para- 
graphs (e) through (g) and revising paragraphs (a) through (d), (h), 
(i) and (q) to read as follows: 


§ 1.17 Patent application processing fees. 
(a) Extension fees pursuant to § 1.136(a): 
(1) For reply within first month: 


By a small entity (§ 1.9(f)) 
By other than a small entity 
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(2) For reply within second month: 
Se GI CB EGY asic sae sc sseccnsccncicessissnesceceszents 200.00 
By other than a small entity 400.00 


(3) For reply within third month: 
By a small entity (§ 1.9(f)) 

By other than a small entity 950.00 
(4) For reply within fourth month: 

By a small entity (§ 1.9(f)) 

By other than a small entity .................:csccccesssseseeeeees 1,510.00 


(5) For reply within fifth month: 
By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) For filing a notice of appeal from the examiner to the Board 
of Patent Appeals and Interferences: 

By a small entity (§ 1.9(f)) 155.00 
BEY GURL GHAR B SIAN CIIIRY icin asec cniscenssssccriscssasessoneee 310.00 


(c) In addition to the fee for filing a notice of appeal, for filing 
a brief in support of an appeal: 

By a small entity (§ 1.9(f)) 155.00 
By other than a small entity ...........-.:0c.0.-ccccssessseessaseesssoeed 310.00 


(d) For filing a request for an oral hearing before the Board of 
Patent Appeals and Interferences in an appeal under 35 U.S.C. 
134: 


By a small entity (§ 1.9(f)).... . 135.00 


By other than a small CAMHY. ..............cccsrecrcessssoosssersees 270.00 


(e) [Reserved] 
(f) [Reserved] 
(g) [Reserved] 


(h) For filing a petition to the Commissioner under a section 
listed below which refers to this paragraph .................000++ 130.00 


§ 1.182 - for decision on a question not specifically provided for. 
§ 1.183 - to suspend the rules. 


§ 1.295 - for review of refusal to publish a statutory invention 
registration. 


§ 1.377 - for review of decision refusing to accept and record 
payment of a maintenance fee filed prior to expiration of a patent. 


§ 1.378(e) - for reconsideration of decision on petition refusing to 
accept delayed payment of maintenance fee in an expired patent. 


§ 1.644(e) - for petition in an interference. 


§ 1.644(f) - for request for reconsideration of a decision on petition 
in an interference. 


§ 1.666(c) - for late filing of interference settlement agreement. 
§ 5.12 - for expedited handling of a foreign filing license. 

§ 5.15 - for changing the scope of a license. 

§ 5.25 - for retroactive license. 


(i) For filing a petition to the Commissioner under a section 
listed below which refers to this paragraph 


§ 1.12 - for access to an assignment record. 

§ 1.14 - for access to an application. 

§ 1.41 - to supply the name or names of the inventor or inventors 
after the filing date without an oath or declaration as prescribed by 


§ 1.63, except in provisional applications. § 1.47 - for filing by 
other than all the inventors or a person not the inventor. 
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§ 1.48 - for correction of inventorship, except in provisional 
applications. 


§ 1.53 - to accord a filing date, except in provisional applications. 
§ 1.55 - for entry of late priority papers. 

§ 1.59 - for expungement and return of information. 

§ 1.84 - for accepting color drawings or photographs. 

§ 1.91 - for entry of a model or exhibit. 

$ 1.97(d) - to consider an information disclosure statement. 

$ 1.102 - to make an application special. 

} 1.103 - to suspend action in application. 

: 1.177 - for divisional reissues to issue separately. 

: 1.312 - for amendment after payment of issue fee. 

$ 1.313 - to withdraw an application from issue. 

$ 1.314 - to defer issuance of a patent. 

$ 1.666(b) - for access to an interference settlement agreement. 


§ 3.81 - for a patent to issue to assignee, assignment submitted 
after payment of the issue fee. 


Ke KKK 


(q) For filing a petition to the Commissioner under a section 
listed below which refers to this paragraph ..................000 50.00 


§ 1.41 - to supply the names or names of the inventor or inventors 
after the filing date without a cover sheet as prescribed by 
§ 1.51(c)(1) in a provisional application. 


§ 1.48 - for correction of inventorship in a provisional application. 


§ 1.53 - to accord a provisional application a filing date or to 
convert a nonprovisional application filed under § 1.53(b) to a 
provisional application under § 1.53(c). 


xe KEK HK 


11. Section 1.21 is amended by revising paragraphs (1) and (n) to 
read as follows: 


§ 1.21 Miscellaneous fees and charges. 


Kx KKK 


(1) For processing and retaining any application abandoned 
pursuant to § 1.53(f), unless the required basic filing fee (§ 1.16) 
has been paid 130.00 


see K * 


(n) For handling an application in which proceedings are 
terminated pursuant to § 1.53(e) 130.00 


ke KK * 


12. Section § 1.26 is amended by revising paragraph (a) to read as 
follows: 


§ 1.26 Refunds. 


(a) Any fee paid by actual mistake or in excess of that required 
will be refunded, but a mere change of purpose after the payment 
of money, as when a party desires to withdraw an application, an 
appeal, or a request for oral hearing, will not entitle a party to 
demand such a return. Amounts of twenty-five dollars or less will 
not be returned unless specifically requested within a reasonable 
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time, nor will the payer be notified of such amounts; amounts over 
twenty-five dollars may be returned by check or, if requested, by 
credit to a deposit account. 


xe KK * 
13. Section § 1.27 is revised to read as follows: 
§ 1.27 Statement of status as small entity. 


(a) Any person seeking to establish status as a small entity 
(§ 1.9(f) of this part) for purposes of paying fees in an application 
or a patent must file a statement in the application or patent prior 
to or with the first fee paid as a small entity. Such a statement need 
only be filed once in an application or patent and remains in effect 
until changed. 


(b) When establishing status as a small entity pursuant to 
paragraph (a) of this section, any statement filed on behalf of an 
independent inventor must be signed by the independent inventor 
except as provided in § 1.42, § 1.43, or § 1.47 of this part and must 
state that the inventor qualifies as an independent inventor in 
accordance with § 1.9(c) of this part. Where there are joint 
inventors in an application, each inventor must file a statement 
establishing status as an independent inventor in order to qualify as 
a small entity. Where any rights have been assigned, granted, 
conveyed, or licensed, or there is an obligation to assign, grant, 
convey, or license, any rights to a small business concern, a 
nonprofit organization, or any other individual, a statement must 
be filed by the individual, the owner of the small business concern, 
or an Official of the small business concern or nonprofit organiza- 
tion empowered to act on behalf of the small business concern or 
nonprofit organization identifying their status. For purposes of a 
statement under this paragraph, a license to a Federal agency 
resulting from a funding agreement with that agency pursuant to 
35 U.S.C. 202(c)(4) does not constitute a license as set forth in 
§ 1.9 of this part. 


(c)(1) Any statement filed pursuant to paragraph (a) of this 
section on behalf of a small business concern must: 


(i) Be signed by the owner or an official of the small business 
concern empowered to act on behalf of the concern; 


(ii) State that the concern qualifies as a small business concern 
as defined in § 1.9(d); and 


(iii) State that the exclusive rights to the invention have been 
conveyed to and remain with the small business concern or, if the 
rights are not exclusive, that all other rights belong to small entities 
as defined in § 1.9. 


(2) Where the rights of the small business concern as a small 
entity are not exclusive, a statement must also be filed by the other 
small entities having rights stating their status as such. For 
purposes of a statement under this paragraph, a license to a Federal 
agency resulting from a funding agreement with that agency 
pursuant to 35 U.S.C. 202(c)(4) does not constitute a license as set 
forth in § 1.9 of this part. 


(d)(1) Any statement filed pursuant to paragraph (a) of this 
section on behalf of a nonprofit organization must: 


(i) Be signed by an official of the nonprofit organization 
empowered to act on behalf of the organization; 


(ii) State that the organization qualifies as a nonprofit organiza- 
tion as defined in § 1.9(e) of this part specifying under which one 
of § 1.9(e)(1), (2), (3), or (4) of this part the organization qualifies: 
and 


(iii) State that exclusive rights to the invention have been 
conveyed to and remain with the organization or if the rights are 
not exclusive that all other rights belong to small entities as 
defined in § 1.9 of this part. 
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(2) Where the rights of the nonprofit organization as a small 
entity are not exclusive, a statement must also be filed by the other 
small entities having rights stating their status as such. For 
purposes of a statement under this paragraph, a license to a Federal 
agency pursuant to 35 U.S.C. 202(c)(4) does not constitute a 
conveyance of rights as set forth in this paragraph. 


14. Section § 1.28 is amended by revising paragraphs (a) and (c) 
to read as follows: 


§ 1.28 Effect on fees of failure to establish status, or change 
status, as a small entity. 


(a)(1) The failure to establish status as a small entity (§ 1.9(f) 
and § 1.27 of this part) in any application or patent prior to paying, 
or at the time of paying, any fee precludes payment of the fee in 
the amount established for small entities. A refund pursuant to 
§ 1.26 of this part, based on establishment of small entity status, of 
a portion of fees timely paid infull prior to establishing status as a 
small entity may only be obtained if a statement under § 1.27 and 
a request for a refund of the excess amount are filed within two 
months of the date of the timely payment of the full fee. The 
two-month time period is not extendable under § 1.136. Status as 
a small entity is waived for any fee by the failure to establish the 
status prior to paying, at the time of paying, or within two months 
of the date of payment of, the fee. 


(2) Status as a small entity must be specifically established in 
each application or patent in which the status is available and 
desired. Status as a small entity in one application or patent does 
not affect any other application or patent, including applications or 
patents which are directly or indirectly dependent upon the 
application or patent in which the status has been established. The 
refiling of an application under § 1.53 as a continuation, division, 
or continuation-in-part (including a continued prosecution appli- 
cation under § 1.53(d)), or the filing of a reissue application 
requires a new determination as to continued entitlement to small 
entity status for the continuing or reissue application. A nonpro- 
visional application claiming benefit under 35 U.S.C. 119(e), 120, 
121, or 365(c) of a prior application, or a reissue application may 
rely on a statement filed in the prior application or in the patent if 
the nonprovisional application or the reissue applicaticn includes a 
reference to the statement in the prior application or in the patent 
or includes a copy of the statement in the prior application or in the 
patent and status as a small entity is still proper and desired. The 
payment of the small entity basic statutory filing fee will be treated 
as such a reference for purposes of this section. 


(3) Once status as a small entity has been established in an 
application or patent, the status remains in that application or 
patent without the filing of a further statement pursuant to § 1.27 
of this part unless the Office is notified of a change in status. 


(c) If status as a small entity is established in good faith, and 
fees as a small entity are paid in good faith, in any application or 
patent, and it is later discovered that such status as a small entity 
was established in error or that through error the Office was not 
notified of a change in status as required by paragraph (b) of this 
section, the error will be excused upon payment of the deficiency 
between the amount paid and the amount due. The deficiency is 
based on the amount of the fee, for other than a small entity, in 
effect at the time the deficiency is paid in full. 
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15. Section § 1.33 is amended by revising paragraphs (a) and (b) 
to read as follows: 


§ 1.33 Correspondence address respecting patent applications, 
reexamination proceedings, and other proceedings. 


(a) The applicant, the assignee(s) of the entire interest (see 
§ 3.71 and § 3.73) or an attorney or agent of record (see § 1.34(b)) 
may specify a correspondence address to which communications 
about the application are to be directed. All notices, official letters, 
and other communications in the application will be directed to the 
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correspondence address or, if no such correspondence address is 
specified, to an attorney or agent of record (see § 1.34(b)), or, if no 
attorney or agent is of record, to the applicant, so long as a post 
office address has been furnished in the application. Double 
correspondence with an applicant and an attorney or agent, or with 
more than one attorney or agent, will not be undertaken. If more 
than one attorney or agent is made of record and a correspondence 
address has not been specified, correspondence will be held with 
the one last made of record. 


(b) Amendments and other papers filed in the application must 
be signed by: 


(1) An attorney or agent of record appointed in compliance with 
§ 1.34(b); 


(2) A registered attorney or agent not of record who acts in a 
representative capacity under the provisions of § 1.34(a); 


(3) The assignee of record of the entire interest, if there is an 
assignee of record of the entire interest; 


(4) An assignee of record of an undivided part interest, and any 
assignee(s) of the remaining interest and any applicant retaining an 
interest, if there is an assignee of record of an undivided part 
interest; or 


(5) All of the applicants (§ 1.42, § 1.43 and § 1.47) for patent, 
unless there is an assignee of record of the entire interest and such 
assignee has taken action in the application in accordance with 
§ 3.71 and § 3.73 


16. Section 1.41 is amended by revising paragraph (a) to read as 
follows: 


§ 1.41 Applicant for patent. 


(a) A patent is applied for in the name or names of the actual 
inventor or inventors. 


(1) The inventorship of a nonprovisional application is that 
inventorship set forth in the oath or declaration as prescribed by 
§ 1.63, except as provided for in § 1.53(d)(4) and § 1.63(d). If an 
oath or declaration as prescribed by § 1.63 is not filed during the 
pendency of a nonprovisional application, the inventorship is that 
inventorship set forth in the application papers filed pursuant to 
§ 1.53(b), unless a petition under this paragraph accompanied by 
the fee set forth in § 1.17(i) is filed supplying or changing the name 
or names of the inventor or inventors. 


(2) The inventorship of a provisional application is that inven- 
torship set forth in the cover sheet as prescribed by § 1.51(c)(1). If 
a cover sheet as prescribed by § 1.51(c)(1) is not filed during the 
pendency of a provisional application, the inventorship is that 
inventorship set forth in the application papers filed pursuant to 
§ 1.53(c), unless a petition under this paragraph accompanied by 
the fee set forth in § 1.17(q) is filed supplying or changing the 
name or names of the inventor or inventors. 


(3) In a nonprovisional application filed without an oath or 
declaration as prescribed by § 1.63 or a provisional application 
filed without a cover sheet as prescribed by § 1.51(c)(1), the name 
or names of person or persons believed to be the actual inventor or 
inventors should be provided for identification purposes when the 
application papers pursuant to § 1.53(b) or (c) are filed. [f no name 
of a person believed to be an actual inventor is so provided, the 
application should include an applicant identifier consisting of 
alphanumeric characters. 


17. Section 1.47 is revised to read as follows: 
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§ 1.47 Filing when an inventor refuses to sign or cannot be 
reached. 


(a) If a joint inventor refuses to join in an application for patent 
or cannot be found or reached after diligent effort, the application 
may be made by the other inventor on behalf of himself or herself 
and the nonsigning inventor. The oath or declaration in such an 
application must be accompanied by a petition including proof of 
the pertinent facts, the fee set forth in § 1.17(i) and the last known 
address of the nonsigning inventor. The Patent and Trademark 
Office shall, except in a continued prosecution application under § 
1.53(d), forward notice of the filing of the application to the 
nonsigning inventor at said address and publish notice of the filing 
of the application in the Official Gazette. The nonsigning inventor 
may subsequently join in the application on filing an oath or 
declaration complying with § 1.63. 


(b) Whenever all of the inventors refuse to execute an applica- 
tion for patent, or cannot be found or reached after diligent effort, 
a person to whom an inventor has assigned or agreed in writing to 
assign the invention or who otherwise shows sufficient proprietary 
interest in the matter justifying such action may make application 
for patent on behalf of and as agent for all the inventors. The oath 
or declaration in such an application must be accompanied by a 
petition including proof of the pertinent facts, a showing that such 
action is necessary to preserve the rights of the parties or to prevent 
irreparable damage, the fee set forth in § 1.17(i), and the last 
known address of all of the inventors. The Office shall, excepting 
a continued prosecution application under § 1.53(d), forward 
notice of the filing of the application to all of the inventors at the 
addresses stated in the application and publish notice of the filing 
of the application in the Official Gazette. An inventor may 
subsequently join in the application on filing an oath or declaration 
complying with § 1.63. 


18. Section 1.48 and its heading are revised to read as follows: 


§ 1.48 Correction of inventorship in a patent application, other 
than a reissue application. 


(a) If the inventive entity is set forth in error in an executed 
§ 1.63 oath or declaration in an application, other than a reissue 
application, and such error arose without any deceptive intention 
on the part of the person named as an inventor in error or on the 
part of the person who through error was not named as an inventor, 
the application may be amended to name only the actual inventor 
or inventors. When the application is involved in an interference, 
the amendment must comply with the requirements of this section 
and must be accompanied by a motion under § 1.634. Such 
amendment must be accompanied by: 


(1) A petition including a statement from each person being 
added as an inventor and from each person being deleted as an 
inventor that the error in inventorship occurred without deceptive 
intention on his or her part; 


(2) An oath or declaration by the actual inventor or inventors as 
required by § 1.63 or as permitted by § 1.42, § 1.43 or § 1.47; 


(3) The fee set forth in § 1.17(i); and 


(4) If an assignment has been executed by any of the original 
named inventors, the written consent of the assignee (see 
§ 3.73(b)). 


(b) If the correct inventors are named in a nonprovisional 
application, other than are issue application, and the prosecution of 
the application results in the amendment or cancellation of claims 
so that fewer than all of the currently named inventors are the 
actual inventors of the invention being claimed in the application, 
an amendment must be filed deleting the name or names of the 
person or persons who are not inventors of the invention being 
claimed. When the application is involved in an interference, the 
‘mendment must comply with the requirements of this section and 
must be accompanied by a motion under § 1.634. Such amendment 
must be accompanied by: 
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(1) A petition including a statement identifying each named 
inventor who is being deleted and acknowledging that the inven- 
tor’s invention is no longer being claimed in the application; and 


(2) The fee set forth in § 1.17(i). 


(c) If a nonprovisional application, other than a reissue appli- 
cation, discloses unclaimed subject matter by an inventor or 
inventors not named in the application, the application may be 
amended to add claims to the subject matter and name the correct 
inventors for the application. When the application is involved in 
an interference, the amendment must comply with the require- 
ments of this section and must be accompanied by a motion under 
§ 1.634. Such amendment must be accompanied by: 


(1) A petition including a statement from each person being 
added as an inventor that the amendment is necessitated by 
amendment of the claims and that the inventorship error occurred 
without deceptive intention on his or her part; 


(2) An oath or declaration by the actual inventor or inventors as 
required by § 1.63 or as permitted by § 1.42, § 1.43 or § 1.47; 


(3) The fee set forth in § 1.17(i); and 


(4) If an assignment has been executed by any of the original 
named inventors, the written consent of the assignee (see 
§ 3.73(b)). 


(d) If the name or names of an inventor or inventors were 
omitted in a provisional application through error without any 
deceptive intention on the part of the omitted inventor or inventors, 
the provisional application may be amended to add the name or 
names of the omitted inventor or inventors. Such amendment must 
be accompanied by: 


(1) A petition including a statement that the inventorship error 
occurred without deceptive intention on the part of the omitted 
inventor or inventors; and 


(2) The fee set forth in § 1.17(q). 


(e) If a person or persons were named as an inventor or 
inventors in a provisional application through error without any 
deceptive intention on the part of such person or persons, an 
amendment may be filed in the provisional application deleting the 
name or names of the person or persons who were erroneously 
named. Such amendment must be accompanied by: 


(1) A petition including a statement by the person or persons 
whose name or names are being deleted that the inventorship error 
occurred without deceptive intention on the part of such person or 
persons; 


(2) The fee set forth in § 1.17(q); and 


(3) If an assignment has been executed by any of the original 
named inventors, the written consent of the assignee (see 
§ 3.73(b)). 


(f)(1) If the correct inventor or inventors are not named on filing 
a nonprovisional application under § 1.53(b) without an executed 
oath or declaration under § 1.63, the later submission of an 
executed oath or declaration under § 1.63 during the pendency of 
the application will act to correct the earlier identification of 
inventorship. 


(2) If the correct inventor or inventors are not named on filing 
a provisional application without a cover sheet under § 1.51(c)(1), 
the later submission of a cover sheet under § 1.51(c)(1) during the 
pendency of the application will act to correct the earlier identi- 
fication of inventorship. 

(g) The Office may require such other information as may be 
deemed appropriate under the particular circumstances surround- 


ing the correction of inventorship. 


19. Section 1.51 is revised to read as follows: 
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§ 1.51 General requisites of an application. 


(a) Applications for patents must be made to the Commissioner 
of Patents and Trademarks. 


(b) A complete application filed under § 1.53(b) comprises: 


(1) A specification as prescribed by 35 U.S.C. 112, including a 
claim or claims, see § 1.71 to § 1.77; 


(2) An oath or declaration, see § 1.63 and § 1.68: 
(3) Drawings, when necessary, see § 1.81 to § 1.85; and 
(4) The prescribed filing fee, see § 1.16. 


(c) A complete provisional application filed under § 1.53(c) 
comprises: 


(1) A cover sheet identifying: 
(i) The application as a provisional application, 


(ii) The name or names of the inventor or inventors, (see 
§ 1.41(a)(2)), 


(iii) The residence of each named inventor, 
(iv) The title of the invention, 


(v) The name and registration number of the attorney or agent (if 
applicable), 


(vi) The docket number used by the person filing the application 
to identify the application (if applicable), 


(vii) The correspondence address, and 


(viii) The name of the U.S. Government agency and Govern- 
ment contract number (if the invention was made by an agency of 
the U.S. Government or under a contract with an agency of the 
U.S. Government); 


(2) A specification as prescribed by the first paragraph of 35 
U.S.C. 112, see § 1.71; 


(3) Drawings, when necessary, see § 1.81 to § 1.85; and 
(4) The prescribed filing fee, see § 1.16. 


(d) Applicants are encouraged to file an information disclosure 
statement in nonprovisional applications. See § 1.97 and § 1.98. 
No information disclosure statementmay be filed in a provisional 
application 


20. Section 1.52 is amended by revising paragraphs (a), (c) and (d) 
to read as follows: 


§ 1.52 Language, paper, writing, margins. 


(a) The application, any amendments or corrections thereto, and 
the oath or declaration must be in the English language except as 
provided for in § 1.69 and paragraph(d) of this section, or be 
accompanied by a translation of the application and a translation of 
any corrections or amendments into the English language together 
with a statement that the translation is accurate. All papers which 
are to become a part of the permanent records of the Patent and 
Trademark Office must be legibly written either by a typewriter or 
mechanical printer in permanent dark ink or its equivalent in 
portrait orientation on flexible, strong, smooth, non-shiny, durable, 
and white paper. All of the application papers must be presented in 
a form having sufficient clarity and contrast between the paper and 
the writing thereon to permit the direct reproduction of readily 
legible copies in any number by use cf photographic, electrostatic, 
photo-offset, and microfilming processes and electronic reproduc- 
tion by use of digital imaging and optical character recognition. If 
the papers are not of the required quality, substitute typewritten or 
mechanically printed papers of suitable quality will be required. 
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See § 1.125 for filing substitute typewritten or mechanically 
printed papers constituting a substitute specification when required 
by the Office. 
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(c) Any interlineation, erasure, cancellation or other alteration of 
the application papers filed should be made on or before the 
signing of any accompanying oath or declaration pursuant to § 
1.63 referring to those application papers and should be dated and 
initialed or signed by the applicant on the same sheet of paper. 
Application papers containing alterations made after the signing of 
an oath or declaration referring to those application papers must be 
supported by a supplemental oath or declaration under § 1.67(c). 
After the signing of the oath or declaration referring to the 
application papers, amendments may only be made in the manner 
provided by § 1.121. 


(d) An application may be filed in a language other than English. 
An English translation of the non-English-language application, a 
statement that the translation is accurate, and the fee set forth in 
§ 1.17(k) are required to be filed with the application or within 
such time as may be set by the Office. 


21. Section 1.53 is revised to read as follows: 


§ 1.53 Application number, filing date, and completion of 
application. 


(a) Application number. Any papers received in the Patent and 
Trademark Office which purport to be an application for a patent 
will be assigned an application number for identification purposes. 


(b) Application filing requirements - Nonprovisional applica- 
tion. The filing date of an application for patent filed under this 
section, except for a provisional application under paragraph (c) of 
this section or a continued prosecution application under para- 
graph (d) of this section, is the date on which a specification as 
prescribed by 35 U.S.C. 112 containing a description pursuant to 
§ 1.71 and at least one claim pursuant to § 1.75, and any drawing 
required by § 1.81(a) are filed in the Patent and Trademark Office. 
No new matter may be introduced into an application after its 
filing date. A continuing application, which may be a continuation, 
divisional, or continuation-in-part application, may be filed under 
the conditions specified in 35 U.S.C. 120, 121 or 365(c) and § 
1.78(a). 


(1) A continuation or divisional application that names as 
inventors the same or fewer than all of the inventors named in the 
prior application may be filed under this paragraph or paragraph 
(d) of this section. 


(2) A continuation-in-part application (which may disclose and 
claim subject matter not disclosed in the prior application) or a 
continuation or divisional application naming an inventor not 
named in the prior application must be filed under this paragraph. 


(c) Application filing requirements - Provisional application. 
The filing date of a provisional application is the date on which a 
specification as prescribed by the first paragraph of 35 U.S.C. 112, 
and any drawing required by § 1.81(a) are filed in the Patent and 
Trademark Office. No amendment, other than to make the provi- 
sional application comply with the patent statute and all applicable 
regulations, may be made to the provisional application after the 
filing date of the provisional application. 


(1) A provisional application must also include the cover sheet 
required by § 1.51(c)(1) or a cover letter identifying the applica- 
tion as a provisional application. Otherwise, the application will be 
treated as an application filed under paragraph (b) of this section. 


(2) An application for patent filed under paragraph (b) of this 
section may be converted to a provisional application and be 
accorded the original filing date of the application filed under 
paragraph (b) of this section, 


(i) Provided that a petition requesting the conversion, with the 
fee set forth in § 1.17(q), is filed prior to the earliest of: 
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(A) Abandonment of the application filed under paragraph (b) of 
this section; 


(B) Payment of the issue fee on the application filed under 
paragraph (b) of this section; 


(C) Expiration of twelve months after the filing date of the 
application filed under paragraph (b) of this section: or 


(D) The filing of a request for a statutory invention registration 
under § 1.293 in the application filed under paragraph (b) of this 
section. 


(ii) The grant of any such petition will not entitle applicant to a 
refund of the fees which were properly paid in the application filed 
under paragraph (b) of this section. 


(3) A provisional application is not entitled to the right of 
priority under 35 U.S.C.119 or 365(a) or § 1.55, or to the benefit 
of an earlier filing date under 35 U.S.C. 120, 121 or 365(c) or § 
1.78 of any other application. No claim for priority under § 
1.78(a)(3) may be made in a design application based on a 
provisional application. No request under § 1.293 for a statutory 
invention registration may be filed in a provisional application. 
The requirements of § 1.821 through § 1.825 regarding application 
disclosures containing nucleotide and/or amino acid sequences are 
not mandatory for provisional applications. 


(d) Application filing requirements - Continued prosecution 
(nonprovisional) application 


(1) A continuation or divisional application (but not a continu- 
ation-in-part) of a prior nonprovisional application may be filed as 
a continued prosecution application under this paragraph, provided 
that: 


(i) The prior nonprovisional application is either: 


(A) Complete as defined by § 1.51(b) and filed on or after June 
8, 1995; or 


(B) The national stage of an international application in com- 
pliance with 35 U.S.C. 371 and filed on or after June 8, 1995; and 


(ii) The application under this paragraph is filed before the 
earliest of: 


(A) Payment of the issue fee on the prior application, unless a 
petition under § 1.313(b)(5) is granted in the prior application; 


(B) Abandonment of the prior application; or 

(C) Termination of proceedings on the prior application. 

(2) The filing date of a continued prosecution application is the 
date on which a request on a separate paper for an application 
under this paragraph is filed. An application filed under this 
paragraph: 

(i) Must identify the prior application; 


(ii) Discloses and claims only subject matter disclosed in the 
prior application; 


(iii) Names as inventors the same inventors named in the prior 
application on the date the application under this paragraph was 
filed, except as provided in paragraph (d)(4) of this section: 


(iv) Includes the request for an application under this paragraph, 
will utilize the file jacket and contents of the prior application, 
including the specification, drawings and oath ordeclaration from 
the prior application, to constitute the new application, and will be 
assigned the application number of the prior application for 
identification purposes; and 


(v) Is a request to expressly abandon the prior application as of 
the filing date of the request for an application under this 
paragraph. 
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(3) The filing fee for a continued prosecution application filed 
under this paragraph is: 


(i) The basic filing fee as set forth in § 1.16; and 


(ii) Any additional § 1.16 fee due based on the number of claims 
remaining in the application after entry of any amendment 
accompanying the request for an application under this paragraph 
and er try of any amendments under § 1.116 unentered in the prior 
application which applicant has requested to be entered in the 
continued prosecution application. 


(4) An application filed under this paragraph may be filed by 
fewer than all the inventors named in the prior application, 
provided that the request for an application under this paragraph 
when filed is accompanied by a statement requesting deletion of 
the name or names of the person or persons who are not inventors 
of the invention being claimed in the new application. No person 
may be named as an inventor in an application filed under this 
paragraph who was not named as an inventor in the prior 
application on the date the application under this paragraph was 
filed, except by way of a petition under § 1.48. 


(5) Any new change must be made in the form of an amendment 
to the prior application as it existed prior to the filing of an 
application under this paragraph. No amendment in an application 
under this paragraph (a continued prosecution application) may 
introduce new matter or matter that would have been new matter 
in the prior application. Any new specification filed with the 
request for an application under this paragraph will not be 
considered part of the original application papers, but will be 
treated as a substitute specification in accordance with § 1.125. 


(6) The filing of a continued prosecution application under this 
paragraph will be construed to include a waiver of confidentiality 
by the applicant under 35 U.S.C. 122 to the extent that any 
member of the public, who is entitled under the provisions of § 
1.14 to access to, copies of, or information concerning either the 
prior application or any continuing application filed under the 
provisions of this paragraph, may be given similar access to, 
copies of, or similar information concerning the other application 
or applications in the file jacket. 


(7) A request for an application under this paragraph is the 
specific reference required by 35 U.S.C. 120 to every application 
assigned the application number identified in such request. No 
amendment in an application under this paragraph may delete this 
specific reference to any prior application. 


(8) In addition to identifying the application number of the prior 
application, applicant should furnish in the request for an appli- 
cation under this paragraph the following information relating to 
the prior application to the best of his or her ability: 


(i) Title of invention; 
(ii) Name of applicant(s); and 
(ili) Correspondence address. 


(9) Envelopes containing only requests and fees for filing an 
application under this paragraph should be marked “Box CPA.” 
Requests for an application under this paragraph filed by facsimile 
transmission should be clearly marked “Box CPA.” 


(e) Failure to meet filing date requirements. 


(1) If an application deposited under paragraph (b), (c), or (d) of 
this section does not meet the requirements of such paragraph to be 
entitled to a filing date, applicant will be so notified, if a 
correspondence address has been provided, and given a time 
period within which to correct the filing error. 


(2) Any request for review of a notification pursuant to 
paragraph (e)(1) of this section, or a notification that the original 
application papers lack a portion of the specification or drawing(s), 
must be by way of a petition pursuant to this paragraph. Any 
petition under this paragraph must be accompanied by the fee set 
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forth in § 1.17(i) in an apptication filed under paragraphs (b) or (d) 
of this section, and the fee set forth in § 1.17(q) in an application 
filed under paragraph (c) of this section. In the absence of a timely 
(§ 1.181(f)) petition pursuant to this paragraph, the filing date of an 
application in which the applicant was notified of a filing error 
pursuant to paragraph (e)(1) of this section will be the date the 
filing error is corrected. 


(3) If an applicant is notified of a filing error pursuant to 
paragraph (e)(1) of this section, but fails to correct the filing error 
within the given time period or otherwise timely(§ 1.181(f)) take 
action pursuant to this paragraph, proceedings in the application 
wili be considered terminated. Where proceedings in an applica- 
tion are terminated pursuant to this paragraph, the application may 
be disposed of, and any filing fees, less the handling fee set forth 
in § 1.21(n), will be refunded. 


(f} Completion of application subsequent to filing - Nonprovi- 
sional (including continued prosecution) application. \f an appli- 
cation which has been accorded a filing date pursuant to paragraph 
(b) of this section, including a continuation, divisional, or continu- 
ation-in-part application, does not include the appropriate filing fee 
or an oath or declaration by the applicant pursuant to § 1.63 or § 
1.175, or, if an application which has been accorded a filing date 
pursuant to paragraph (d) of this section does not include the 
appropriate filing fee, applicant will be so notified. if a correspon- 
dence address has been provided, and given a period of time within 
which to file the fee, oath or declaration, and the surcharge as set 
forth in § 1.1!6(e) in order to prevent abandonment of the 
application. See § 1.63(d) concerning the submission of a copy of 
the oath or declaration from the prior application for a continuation 
or divisional application. If the required filing fee is not timely 
paid, or if the processing and retention fee set forth in § 1.21(1) is 
not paid within one year of the date of mailing of the notification 
required by this paragraph, the application may be disposed of. 
The notification pursuant to this paragraph may be made simulta- 
neously with any notification pursuant to paragraph (e) of this 
section. If no correspondence address is included in the applica- 
tion, applicant has two months from the filing date to file the basic 
filing fee, the oath or declaration in an application under paragraph 
(b) of this section, and the surcharge as set forth in § 1.16(e) in 
order to prevent abandonment of the application; or, if no basic 
filing fee has been paid, one year from the filing date to pay the 
processing and retention fee set forth in § 1.21(1) to prevent 
disposal of the application. 


(g) Completion of application subsequent to filing - Provisional 
application. If a provisional application which has been accorded 
a filing date pursuant to paragraph (c) of this section does not 
include the appropriate filing fee or the cover sheet required by § 
1.51(c)(1), applicant will be so notified, if a correspondence 
address has been provided, and given a period of time within 
which to file the fee, cover sheet, and the surcharge as set forth in 
§ 1.16(1) in order to prevent abandonment of the application. If the 
required filing fee is not timely paid, the application may be 
disposed of. The notification pursuant to this paragraph may be 
made simultaneously with any notification pursuant to paragraph 
(e) of this section. If no correspondence address is included in the 
application, applicant has two months from the filing date to file 
the basic filing fee, cover sheet, and the surcharge as set forth in § 
1.16(1) in order to prevent abandonment of the application. 


(h) Subsequent treatment of application - Nonprovisional (in- 
cluding continued prosecution) application. An application for a 
patent filed under paragraphs (b) or (d) of this section will not be 
placed on the files for examination until all its required parts, 
complying with the rules relating thereto, are received, except that 
certain minor informalities may be waived subject to subsequent 
correction whenever required. 


(i) Subsequent treatment of application - Provisional appiica- 
tion. A provisional application for a patent filed under paragraph 
(c) of this section will not be placed on the files for examination 
and will become abandoned no later than twelve months after its 
filing date pursuant to 35 U.S.C. 111(b)(1). 


(j) Filing date of international application. The filing date of an 
international application designating the United States of America 
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is treated as the filing date in the United States of America under 
PCT Article 11(3), except as provided in 35 U.S.C. 102(e). 


22. Section 1.54 is revised to read as follows: 
§ 1.54 Parts of application to be filed together; filing receipt. 


(a) It is desirable that ail parts of the complete application be 
deposited in the Office together; otherwise, a letter must accom 
pany each part, accurately and clearly connecting it with the other 
parts of the application. See § 1.53(f) and (g) with regard to 
completion of an application. 


(b) Applicant wiil be informed of the application number and 
filing date by a filing receipt, unless the application is an 
application filed under § 1.53(d) 


23. Section 1.55 is amended by revising paragraph (a) to read as 
follows: 


§ 1.55 Claim for foreign priority. 


(a) An applicant in a nonprovisional application may claim the 
benefit of the filing date of one or more prior foreign applications 
under the conditions specified in 35 U.S.C. 119(a) through (d) and 
172. The claim to priority need be in no special form and may be 
made by the attorney or agent if the foreign application is referred 
to in the oath or declaration as required by § 1.63. The claim for 
priority and the certified copy of the foreign application specified 
in 35 U.S.C. 119(b) must be filed in the case of an interference (§ 
1.630), when necessary to overcome the date of a reference relied 
upon by the examiner, when specifically required by the examiner, 
and in all other situations, before the patent is granted. If the claim 
for priority or the certified copy of the foreign application is filed 
after the date the issue fee is paid, it must be accompanied by a 
petition requesting entry and by the fee set forth in § 1.17(1). If the 
certified copy is not in the English language, a translation need not 
be filed except in the case of interference; or when necessary to 
overcome the date of a reference relied upon by the examiner; or 
when specifically required by the examiner, in which event an 
English language translation must be filed together with a state- 
ment that the translation of the certified copy is accurate. 
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24. Section 1.59 and its heading are revised to read as follows 


§ 1.59 Expungement of information or copy of papers in 
application file. 


(a)(1) Information in an application will not be expunged and 
returned, except as provided in paragraph (b) of this section. See 
§ 1.618 for return of unauthorized and improper papers in 
interferences. 


(2) Information forming part of the original disclosure (i.e., 
written specification including the claims, drawings, and any 
preliminary amendment specifically incorporated into an executed 
oath or declaration under § 1.63 and § 1.175) will not be expunged 
from the application file. 


(b) Information, other than what is excluded by paragraph (a)(2) 
of this section, maybe requested to be expunged and returned to 
applicant upon petition under this paragraph and payment of the 
petition fee set forth in § 1.17(i). Any petition to expunge and 
return information from an application must establish to the 
satisfaction of the Commissioner that the return of the information 
is appropriate. 


(c) Upon request by an applicant and payment of the fee 
specified in § 1.19(b), the Office will furnish copies of an 
application, unless the application has been disposed of (see § 
1.53(e), (f) and (g)). The Office cannot provide or certify copies of 
an application that has been disposed of. 


25. Section 1.60 is removed and reserved. 
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§ 1.60 [Reserved] 
26. Section 1.62 is removed and reserved. 
§ 1.62 [Reserved] 


27. Section 1.63 is amended by revising paragraphs (a) and (d) and 
adding a paragraph (e) to read as follows: 


§ 1.63 Oath or declaration. 


(a) An oath or declaration filed under § 1.51(b)(2) as a part of an 
application must: 


(1) Be executed in accordance with either § 1.66 or § 1.68; 
(2) Identify the specification to which it is directed; 


(3) Identify each inventor by: full name, including the family 
name, and at least one given name without abbreviation together 
with any other given name or initial, and the residence, post office 
address and country of citizenship of each inventor; and 


(4) State whether the inventor is a sole or joint inventor of the 
invention claimed. 
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(d)(1) A newly executed oath or declaration is not required 
under § 1.51(b)(2) and § 1.53(f) in a continuation or divisional 
application, provided that: 


(i) The prior nonprovisional application contained an oath or 
declaration as prescribed by paragraphs (a) through (c) of this 
section; 


(ii) The continuation or divisional application was filed by all or 
by fewer than all of the inventors named in the prior application; 


(iii) The specification and drawings filed in the continuation or 
divisional application contain no matter that would have been new 
matter in the prior application; and 


(iv) A copy of the executed oath or declaration filed in the prior 
application, showing the signature or an indication thereon that it 
was signed, is submitted for the continuation or divisional appli- 
cation. 


(2) The copy of the executed oath or declaration submitted 
under this paragraph for a continuation or divisional application 
must be accompanied by a statement requesting the deletion of the 
name or names of the person or persons who are not inventors in 
the continuation or divisional application. 


(3) Where the executed oath or declaration of which a copy is 
submitted for a continuation or divisional application was origi- 
nally filed in a prior application accorded status under § 1.47, the 
copy of the executed oath or declaration for such prior application 
must be accompanied by: 


(i) A copy of the decision granting a petition to accord § 1.47 
status to the prior application, unless all inventors or legal 
representatives have filed an oath or declaration to join in an 
application accorded status under § 1.47 of which the continuation 
or divisional application claims a benefit under 35 U.S.C. 120, 
121, or 365(c); and 

(ii) If one or more inventor(s) or legal representative(s) who 
refused to join in the prior application or could not be found or 
reached has subsequently joined in the prior application or another 
application of which the continuation or divisional application 
claims a benefit under 35 U.S.C. 120, 121, or 365(c), a copy of the 
subsequently executed oath(s) or declaration(s) filed by the inven- 
tor or legal representative to join in the application. 


(4) Where the power of attorney (or authorization of agent) or 
correspondence address was changed during the prosecution of the 
prior application, the change in power of attorney (or authorization 
of agent) or correspondence address must be identified in the 
continuation or divisional application. Otherwise, the Office may 
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not recognize in the continuation or divisional application the 
change of power of attorney (or authorization of agent) or 
correspondence address during the prosecution of the prior appli- 
cation. 


(5) A newly executed oath or declaration must be filed in a 
continuation or divisional application naming an inventor not 
named in the prior application. 


(e) A newly executed oath or declaration must be filed in any 
continuation-in-part application, which application may name all, 
more, or fewer than all of the inventors named in the prior 
application. The oath or declaration in any continuation-in-part 
application mustalso state that the person making the oath or 
declaration acknowledges the duty to disclose to the Office all 
information known to the person to be material to patentability as 
defined in § 1.56 which became available between the filing date 
of the prior application and the national or PCT international filing 
date of the continuation-in-part application. 


28. Section 1.67 is amended by revising paragraph (b) to read as 
follows: 


§ 1.67 Supplemental oath or declaration. 
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(b) A supplemental oath or declaration meeting the requirements 
of § 1.63 must be filed when a claim is presented for matter 
originally shown or described but not substantially embraced in 
the statement of invention or claims originally presented or when 
an oath or declaration submitted in accordance with § 1.53(f) after 
the filing of the specification and any required drawings specifi- 
cally and improperly refers to an amendment which includes new 
matter. No new matter may be introduced into a nonprovisional 
application after its filing date even if a supplemental oath or 
declaration is filed. In proper situations, the oath or declaration 
here required may be made on information and belief by an 
applicant other than the inventor. 


29. Section 1.69 is amended by revising paragraph (b) to read as 
follows: 


§ 1.69 Foreign language oaths and declarations. 


(b) Unless the text of any oath or declaration in a language other 
than English is a form provided or approved by the Patent and 
Trademark Office, it must be accompanied by an English transla- 
tion together with a statement that the translation is accurate, 
except that in the case of an oath or declaration filed under § 1.63, 
the translation may be filed in the Office no later than two months 
from the date applicant is notified to file the translation. 


30. Section § 1.78 is amended by revising paragraph (a) to read as 
follows: 


§ 1.78 Claiming benefit of earlier filing date and cross- 
references to other applications. 


(a)(1) A nonprovisional application may claim an invention 
disclosed in one or more prior filed copending nonprovisional 
applications or copending international applications designating 
the United States of America. In order for a nonprovisional 
application to claim the benefit of a prior filed copending nonpro- 
visional application or copending international application desig- 
nating the United States of America, each prior application must 
name as an inventor at least one inventor named in the later filed 
nonprovisional application and disclose the named inventor's 
invention claimed in at least one claim of the later filed nonpro- 
visional application in the manner provided by the first paragraph 
of 35 U.S.C. 112. In addition, each prior application must be: 
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(i) An international application entitled to a filing date in 
accordance with PCT Article 11 and designating the United States 
of America; or 


(ii) Complete as set forth in § 1.51(b); or 


(iii) Entitled to a filing date as set forth in § 1.53(b) or § 1.53(d) 
and include the basic filing fee set forth in § 1.16; or 


(iv) Entitled to a filing date as set forth in § 1.53(b) and have 
paid therein the processing and retention fee set forth in § 1.21(1) 
within the time period set forth in § 1.53(f). 


(2) Except for a continued prosecution application filed under § 
1.53(d), any nonprovisional application claiming the benefit of one 
or more prior filed copending nonprovisional applications or 
international applications designating the United States of America 
must contain or be amended to contain in the first sentence of the 
specification following the title a reference to each such prior 
application, identifying it by application number (consisting of the 
series code and serial number) or international application number 
and international filing date and indicating the relationship of the 
applications. The request for a continued prosecution application 
under § 1.53(d) is the specific reference required by 35 U.S.C. 120 
to the prior application. The identification of an application by 
application number under this section is the specific reference 
required by 35 U.S.C. 120 to every application assigned that 
application number. Cross-references to other related applications 
may be made when appropriate (see § 1.14(a)). 


(3) A nonprovisional application other than for a design patent 
may claim an invention disclosed in one or more prior filed 
copending provisional applications. Since a provisional applica- 
tion can be pending for no more than twelve months, the last day 
of pendency may occur on a Saturday, Sunday, or Federal holiday 
within the District of Columbia which for copendency would 
require the nonprovisional application to be filed on or prior to the 
Saturday, Sunday, or Federal holiday. In order for a nonprovisional 
application to claim the benefit of one or more prior filed 
copending provisional applications, each prior provisional appli- 
cation must name as an inventor at least one inventor named in the 
later filed nonprovisional application and disclose the named 
inventor’s invention claimed in at least one claim of the later filed 
nonprovisional application in the manner provided by the first 
paragraph of 35 U.S.C. 112. In addition, each prior provisional 
application must be: 


(i) Complete as set forth in § 1.51(c); or 


(ii) Entitled to a filing date as set forth in § 1.53(c) and include 
the basic filing fee set forth in § 1.16(k). 


(4) Any nonprovisional application claiming the benefit of one 
or more prior filed copending provisional applications must 
contain or be amended to contain in the first sentence of the 
specification following the title a reference to each such prior 
provisional application, identifying it as a provisional application, 
and including the provisional application number (consisting of 
series code and serial number). 


31. Section 1.84 is amended by revising paragraphs (a)(2)(i), (b), 
(c) and (g) to read as follows: 


§ 1.84 Standards for drawings. 
@*** 


(2) * * * 


(i) The fee set forth in § 1.17(i); 
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(b) Photographs. 


(1) Black and white. Photographs are not ordinarily permitted in 
utility patent applications. However, the Office will accept photo- 
graphs in utility patent applications only after the granting of a 
petition filed under this paragraph which requests that photographs 
be accepted. Any such petition must include the following: 


(i) The fee set forth in § 1.17(i); and 


(ii) Three (3) sets of photographs. Photographs must either be 
developed on double weight photographic paper or be permanently 
mounted on bristol board. The photographs must be of sufficient 
quality so that all details in the drawings are reproducible in the 
printed patent. 


(2) Color. Color photographs will be accepted in utility patent 
applications if the conditions for accepting color drawings have 
been satisfied. See paragraph (a)(2) of this section. 


(c) Identification of drawings. Identifying indicia, if provided, 
should include the application number or the title of the invention, 
inventor's name, docket number (if any), and the name and 
telephone number of a person to call if the Office is unable to 
match the drawings to the proper application. This information 
should be placed on the back of each sheet of drawings a minimum 
distance of § 1.5 cm. (5/8 inch) down from the top of the page. In 
addition, a reference to the application number, or, if an applica- 
tion number has not been assigned, the inventor’s name, may be 
included in the left-hand corner, provided that the reference 
appears within § 1.5 cm. (5/8 inch) from the top of the sheet. 
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(g) Margins. The sheets must not contain frames around the 
sight (i.e., the usable surface), but should have scan target points 
(i.e., cross-hairs) printed on two catercorner margin corners. Each 
sheet must include a top margin of at least 2.5 cm. (1 inch), a left 
sidemargin of at least 2.5 cm. (1 inch), a right side margin of at 
least § 1.5 cm. (5/8 inch), and a bottom margin of at least 1.0 cm. 
(3/8 inch), thereby leaving a sight no greater than 17.0 cm. by 26.2 
cm. on 21.0 cm. by 29.7 cm. (DIN size A4) drawing sheets, and a 
sight no greater than 17.6 cm. by 24.4 cm. (6 15/16 by 9 5/8 
inches) on 21.6 cm. by 27.9 cm. (8 1/2 by 11 inch) drawing sheets. 
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32. Section § 1.91 and its heading are revised to read as follows: 


§ 1.91 Models or exhibits not generally admitted as part of 
application or patent. 


(a) A model or exhibit will not be admitted as part of the record 
of an application unless it: 


(1) Substantially conforms to the requirements of § 1.52 or § 
1.84 


(2) Is specifically required by the Office; or 
(3) Is filed with a petition under this section including: 
(i) The petition fee as set forth in § 1.17(i); and 


(ii) An explanation of why entry of the model or exhibit in the 
file record is necessary to demonstrate patentability. 


(b) Notwithstanding the provisions of paragraph (a) of this 
section, a model, working model, or other physical exhibit may be 
required by the Office if deemed necessary for any purpose in 
examination of the application. 

33. Section § 1.92 is removed and reserved. 


§ 1.92 [Reserved] 


34. Section § 1.97 is amended by revising paragraphs (c) through 
(e) to read as follows: 
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§ 1.97 Filing of information disclosure statement. 
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(c) An information disclosure statement shall be considered by 
the Office if filed by the applicant after the period specified in 
paragraph (b) of this section, provided that the information 
disclosure statement is filed before the mailing date of either a final 
action under § 1.113, or a notice of allowance under § 1.311, 
whichever occurs first, and is accompanied by either: 


(1) A statement as specified in paragraph (e) of this section; or 


(2) The fee set forth in § 1.17(p). (d) An information disclosure 
statement shall be considered by the Office if filed by the applicant 
after the period specified in paragraph (c) of this section, provided 
that the information disclosure statement is filed on or before 
payment of the issue fee and is accompanied by: 


(1) A statement as specified in paragraph (e) of this section; 


(2) A petition requesting consideration of the information 
disclosure statement; and 


(3) The petition fee set forth in § 1.17(i). 
(e) A statement under this section must state either: 


(1) That each item of information contained in the information 
disclosure statement was cited in a communication from a foreign 
patent office in a counterpart foreign application not more than 
three months prior to the filing of the information disclosure 
statement, or 


(2) That no item of information contained in the information 
disclosure statement was cited in a communication from a foreign 
patent office in a counterpart foreign application, and, to the 
knowledge of the person signing the statement after making 
reasonable inquiry, no item of information contained in the 
information disclosure statement was known to any individual 
designated in § 1.56(c) more than three months prior to the filing 
of the information disclosure statement. 


35. Section 1.101 is removed and reserved. 
§ 1.101 [Reserved] 


36. Section 1.102 is amended by revising paragraph (a) to read as 
follows: 


§ 1.102 Advancement of examination. 


(a) Applications will not be advanced out of turn for examina- 
tion or for further action except as provided by this part, or upon 
order of the Commissioner to expedite the business of the Office, 
or upon filing of a request under paragraph (b) of this section or 
upon filing a petition under paragraphs (c) or (d) of this section 
with a showing which, in the opinion of the Commissioner, will 
justify so advancing it. 
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37. Section 1.103 is amended by revising paragraph (a) to read as 
follows: 


§ 1.103 Suspension of action. 


(a) Suspension of action by the Office will be granted for good 
and sufficient cause and for a reasonable time specified upon 
petition by the applicant and, if such cause is not the fault of the 
Office, the payment of the fee set forth in § 1.17(i). Action will not 
be suspended when a reply by the applicant to an Office action is 
required. 
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38. Section 1.104 and its heading are revised to read as follows: § 
1.104 Nature of examination. 


(a) Examiner's action. 


(1) On taking up an application for examination or a patent in a 
reexamination proceeding, the examiner shall make a thorough 
study thereof and shall make a thorough investigation of the 
available prior art relating to the subject matter of the claimed 
invention. The examination shall be complete with respect both to 
compliance of the application or patent under reexamination with 
the applicable statutes and rules and to the patentability of the 
invention as claimed, as well as with respect to matters of form, 
unless otherwise indicated. 


(2) The applicant, or in the case of a reexamination proceeding, 
both the patent owner and the requester, will be notified of the 
examiner's action. The reasons for any adverse action or any 
objection or requirement will be stated and such information or 
references will be given as may be useful in aiding the applicant, 
or in the case of a reexamination proceeding the patent owner, to 
judge the propriety of continuing the prosecution. 


(3) An international-type search will be made in all national 
applications filed on and after June 1, 1978. 


(4) Any national application may also have an international-type 
search report prepared thereon at the time of the national exami- 
nation on the merits, upon specific written request therefor and 
payment of the international-type search report fee set forth in § 
1.21(e). The Patent and Trademark Office does not require that a 
formal report of an international-type search be prepared in order 
to obtain a search fee refund in a later filed international applica- 
tion. 


(5) Copending applications will be considered by the examiner 
to be owned by, or subject to an obligation of assignment to, the 
same person if: 


(i) The application files refer to assignments recorded in the 
Patent and Trademark Office in accordance with Part 3 of this 
chapter which convey the entire rights in the applications to the 
same person or organization; or 


(ii) Copies of unrecorded assignments which convey the entire 
rights in the applications to the same person or organization are 
filed in each of the applications; or 


(ili) An affidavit or declaration by the common owner is filed 
which states that there is common ownership and states facts 
which explain why the affiant or declarant believes there is 
common ownership, which affidavit or declaration may be signed 
by an official of the corporation or organization empowered to act 
on behalf of the corporation or organization when the common 
owner is a corporation or other organization; or 


(iv) Other evidence is submitted which establishes common 
ownership of the applications. 


(b) Completeness of examiner's action. The examiner's action 
will be complete as to all matters, except that in appropriate 
circumstances, such as misjoinder of invention, fundamental 
defects in the application, and the like, the action of the examiner 
may be limited to such matters before further action is made. 
However, matters of form need not be raised by the examiner until 
a claim is found allowable. 


(c) Rejection of claims. 


(1) If the invention is not considered patentable, or not consid- 
ered patentable as claimed, the claims, or those considered 
unpatentable will be rejected. 


(2) In rejecting claims for want of novelty or for obviousness, 
the examiner must cite the best references at his or her command. 
When a reference is complex or shows or describes inventions 
other than that claimed by the applicant, the particular part relied 
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on must be designated as nearly as practicable. The pertinence of 
each reference, if not apparent, must be clearly explained and each 
rejected claim specified. 


(3) In rejecting claims the examiner may rely upon admissions by 
the applicant, or the patent owner in a reexamination proceeding, 
as to any matter affecting patentability and, insofar as rejections in 
applications are concerned, may also rely upon facts within his or 
her knowledge pursuant to paragraph (d)(2) of this section. 


(4) Subject matter which is developed by another person which 
qualifies as prior art only under 35 U.S.C. 102(f) or (g) may be 
used as prior art under 35 U.S.C. 103 against a claimed invention 
unless the entire rights to the subject matter and the claimed 
invention were commonly owned by the same person or organi- 
zation or subject to an obligation of assignment to the same person 
or organization at the time the claimed invention was made. 


(5) The claims in any original application naming an inventor 
will be rejected as being precluded by a waiver in a published 
statutory invention registration naming that inventor if the same 
subject matter is claimed in the application and the statutory 
invention registration. The claims in any reissue application 
naming an inventor will be rejected as being precluded by a waiver 
in a published statutory invention registration naming that inventor 
if the reissue application seeks to claim subject matter: 


(i) Which was not covered by claims issued in the patent prior 
to the date of publication of the statutory invention registration; 
and 


(ii) Which was the same subject matter waived in the statutory 
invention registration. 


(d) Citation of references. 


(1) If domestic patents are cited by the examiner, their numbers 
and dates, and the names of the patentees must be stated. If foreign 
published applications or patents are cited, their nationality or 
country, numbers and dates, and the names of the patentees must 
be stated, and such other data must be furnished as may be 
necessary to enable the applicant, or in the case of a reexamination 
proceeding, the patent owner, to identify the published applica- 
tions or patents cited. In citing foreign published applications or 
patents, in case only a part of the document is involved, the 
particular pages and sheets containing the parts relied upon must 
be identified. If printed publications are cited, the author (if any), 
title, date, pages or plates, and place of publication, or place where 
a copy can be found, shall be given. 


(2) When a rejection in an application is based on facts within 
the personal knowledge of an employee of the Office, the data shall 
be as specific as possible, and the reference must be supported, 
when called for by the applicant, by the affidavit of such employee, 
and such affidavit shall be subject to contradiction or explanation 
by the affidavits of the applicant and other persons. 


(e) Reasons for allowance. If the examiner believes that the 
record of the prosecution as a whole does not make clear his or her 
reasons for allowing a claim or claims, the examiner may set forth 
such reasoning. The reasons shall be incorporated into an Office 
action rejecting other claims of the application or patent under 
reexamination or be the subject of a separate communication to the 
applicant or patent owner. The applicant or patent owner may file 
a statement commenting on the reasons for allowance within such 
time as may be specified by the examiner. Failure to file such a 
statement does not give rise to any implication that the applicant or 
patent owner agrees with or acquiesces in the reasoning of the 
examiner. 


39. Section 1.105 is removed and reserved. 
§ 1.105 [Reserved] 


40. Section 1.106 is removed and reserved. 
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§ 1.106 [Reserved] 
41. Section 1.107 is removed and reserved. 
§ 1.107 [Reserved] 
42. Section 1.108 is removed and reserved. 
§ 1.108 [Reserved] 
43. Section 1.109 is removed and reserved. 
§ 1.109 [Reserved] 


44. Section 1.111 is amended by revising paragraph (b) to read as 
follows: 


§ 1.111 Reply by applicant or patent owner. 
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(b) In order to be entitled to reconsideration or further exami- 
nation, the applicant or patent owner must reply to the Office 
action. The reply by the applicant or patent owner must be reduced 
to a writing which distinctly and specifically points out the 
supposed errors in the examiner’s action and must reply to every 
ground of objection and rejection in the prior Office action. The 
reply must present arguments pointing out the specific distinctions 
believed to render the claims, including any newly presented 
claims, patentable over any applied references. If the reply is with 
respect to an application, a request may be made that objections or 
requirements as to form not necessary to further consideration of 
the claims beheld in abeyance until allowable subject matter is 
indicated. The applicant's or patent owner’s reply must appear 
throughout to be a bona fide attempt to advance the application or 
the reexamination proceeding to final action. A general allegation 
that the claims define a patentable invention without specifically 
pointing out how the language of the claims patentably distin- 
guishes them from the references does not comply with the 
requirements of this section. 


ke KK 


45. Section 1.112 and its heading are revised to read as follows: 


§ 1.112 Reconsideration before final action. After reply by 
applicant or patent owner (§ 1.111) to a non-final action, the 
application or patent under reexamination will be reconsidered and 
again examined. The applicant or patent owner will be notified if 
claims are rejected, or objections or requirements made, in the 
same manner as after the first examination. Applicant or patent 
owner may reply to such Office action in the same manner 
provided in § 1.111, with or without amendment, unless such 
Office action indicates that it is made final (§ 1.113). 


46. Section 1.113 is revised to read as follows: 
§ 1.113 Final rejection or action. 


(a) On the second or any subsequent examination or consider- 
ation by the examiner the rejection or other action may be made 
final, whereupon applicant’s or patent owner's reply is limited to 
appea! in the case of rejection of any claim (§ 1.191), or to 
amendment as specified in § 1.116. Petition may be taken to the 
Commissioner in the case of objections or requirements not 
involved in the rejection of any claim (§ 1.181). Reply to a final 
rejection or action must include cancellation of, or appeal from the 
rejection of, each rejected claim. If any claim stands allowed, the 
reply to a final rejection or action must comply with any 
requirements or objections as to form. 


(b) In making such final rejection, the examiner shall repeat or 
state all grounds of rejection then considered applicable to the 
claims in the application, clearly stating the reasons in support 
thereof. 


47. Section 1.115 is removed and reserved. 
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§ 1.115 [Reserved] 


48. Section 1.116 is amended by revising its heading and para- 
graph (a) to read as follows: 


§ 1.116 Amendments after final action or appeal. 


(a) After a final rejection or other final action (§ 1.113), 
amendments may be made cancelling claims or complying with 
any requirement of form expressly set forth in a previous Office 
action. Amendments presenting rejected claims in better form for 
consideration on appeal may be admitted. The admission of, or 
refusal to admit, any amendment after final rejection, and any 
related proceedings, will not operate to relieve the application or 
patent under reexamination from its condition as subject to appeal 
or to save the application from abandonment under § 1.135. 


x*e eK * 


49. Section 1.117 is removed and reserved. 

§ 1.117 [Reserved] 

50. Section 1.118 is removed and reserved. 

§ 1.118 [Reserved] 

51. Section 1.119 is removed and reserved. 

§ 1.119 [Reserved] 

52. Section 1.121 is revised to read as follows: 
§ 1.121 Manner of making amendments. 


(a) Amendments in nonprovisional applications, other than 
reissue applications: Amendments in nonprovisional applications, 
excluding reissue applications, are made by filing a paper, in 
compliance with § 1.52, directing that specified amendments be 
made. 


(1) Specification other than the claims. Except as provided in § 
1.125, amendments to add matter to, or delete matter from, the 
specification, other than to the claims, may only be made as 
follows: 


(i) Instructions for insertions: The precise point in the specifi- 
cation must be indicated where an insertion is to be made, and the 
matter to be inserted must be set furth. 


(ii) Instructions for deletions: The precise point in the specifi- 
cation must be indicated where a deletion is to be made, and the 
matter to be deleted must be set forth or otherwise indicated. 


(iii) Matter deleted by amendment can be reinstated only by a 
subsequent amendment presenting the previously deleted matter as 
a new insertion. 


(2) Claims. Amendments to the claims may only be made as 
follows: 


(i) Instructions for insertions and deletions: A claim may be 
amended by specifying only the exact matter to be deleted or 
inserted by an amendment and the precise point where the deletion 
or insertion is to be made, where the changes are limited to: 


(A) Deletions and/or 


(B) The addition of no more than five (5) words in any one 
claim; or 


(ii) Claim cancellation or rewriting: A claim may be amended by 
directions to cancel the claim or by rewriting such claim with 
underlining below the matter added and brackets around the matter 
deleted. The rewriting of a claim in this form will be construed as 
directing the deletion of the previous version of that claim. If a 
previously rewritten claim is again rewritten, underlining and 
bracketing will be applied relative to the previous version of the 
claim, with the parenthetical expression “twice amended,” “three 
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times amended,” etc., following the original claim number. The 
original claim number followed by that parenthetical expression 
must be used for the rewritten claim. No interlineations or 
deletions of any prior amendment may appear in the currently 
submitted version of the claim. A claim canceled by amendment 
(not deleted and rewritten) can be reinstated only by a subsequent 
amendment presenting the claim as a new claim with a new claim 
number. 


(3) Drawings. 


(i) Amendments to the original application drawings are not 
permitted. Any change to the application drawings must be by way 
of a substitute sheet of drawings for each sheet changed submitted 
in compliance with § 1.84. 


(ii) Where a change to the drawings is desired, a sketch in 
permanent ink showing proposed changes in red, to become part of 
the record, must be filed for approval by the examiner and should 
be in a separate paper. 


(4) Any amendment to an application that is present in a 
substitute specification submitted pursuant to § 1.125 must be 
presented under the provisions of this paragraph either prior to or 
concurrent with submission of the substitute specification. 


(5) The disclosure must be amended, when required by the 
Office, to correct inaccuracies of description and definition, and to 
secure substantial correspondence between the claims, the remain- 
der of the specification, and the drawings. 


(6) No amendment may introduce new matter into the disclosure 
of an application. 


(b) Amendments in reissue applications: Amendments in reissue 
applications are made by filing a paper, in compliance with § 1.52, 
directing that specified amendments be made. 


(1) Specification other than the claims. Amendments to the 
specification, other than to the claims, may only be made as 
follows: 


(i) Amendments must be made by submission of the entire text 
of a newly added or rewritten paragraph(s) with markings pursuant 
to paragraph (b)(1)(iii) of this section, except that an entire 
paragraph may be deleted by a statement deleting the paragraph 
without presentation of the text of the paragraph. 


(ii) The precise point in the specification must be indicated 
where the paragraph to be amended is located. 


(iii) Underlining below the subject matter added to the patent 
and brackets around the subject matter deleted from the patent are 
to be used to mark the amendments being made. 


(2) Claims. Amendments to the claims may only be made as 
follows: 


(i(A) The amendment must be made relative to the patent 
claims in accordance with paragraph (b)(6) of this section and 
must include the entire text of each claim which is being amended 
by the current amendment and of each claim being added by the 
current amendmentwith markings pursuant to paragraph 
(b)(2)(i(C) of this section, except that a patent claim or added 
claim should be cancelled by a statement cancelling the patent 
claim or added claim without presentation of the text of the patent 
claim or added claim. 


(B) Patent claims must not be renumbered and the numbering of 
any claims added to the patent must follow the number of the 
highest numbered patent claim. 


(C) Underlining below the subject matter added to the patent 
and brackets around the subject matter deleted from the patent are 
to be used to mark the amendments being made. If a claim is 
amended pursuant to paragraph (b)(2)(i(A) of this section, a 
parenthetical expression “amended,” “twice amended,” etc., 
should follow the original claim number. 
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(ii) Each amendment submission must set forth the status (i.e., 
pending or cancelled) as of the date of the amendment, of all patent 
claims and of all added claims. 


(iii) Each amendment when originally submitted must be 
accompanied by an explanation of the support in the disclosure of 
the patent for the amendment along with any additional comments 
on page(s) separate from the page(s) containing the amendment. 


(3) Drawings. 


(i) Amendments to the original patent drawings are not permit- 
ted. Any change to the patent drawings must be by way of a new 
sheet of drawings with the amended figures identified as 
“amended” and with added figures identified as “new” for each 
sheet changed submitted in compliance with § 1.84. 


(ii) Where a change to the drawings is desired, a sketch in 
permanent ink showing proposed changes in red, to become part of 
the record, must be filed for approval by the examiner and should 
be in a separate paper. 

(4) The disclosure must be amended, when required by the 
Office, to correct inaccuracies of description and definition, and to 
secure substantial correspondence between the claims, the remain- 
der of the specification, and the drawings. 

(5) No reissue patent shall be granted enlarging the scope of the 
claims of the original patent unless applied for within two years 
from the grant of the original patent, pursuant to 35 U.S.C. 251. No 


amendment to the patent may introduce new matter or be made in 
an expired patent. 


(6) All amendments must be made relative to the patent 
specification, including the claims, and drawings, which is in effect 
as of the date of filing of the reissue application. 

(c) Amendments in reexamination proceedings: Any proposed 
amendment to the description and claims in patents involved in 
reexamination proceedings must be made in accordance with § 
1.530(d). 

53. Section 1.122 is removed and reserved. 
§ 1.122 [Reserved] 
54. Section 1.123 is removed and reserved. 
§ 1.123 [Reserved] 
55. Section 1.124 is removed and reserved. 
§ 1.124 [Reserved] 


56. Section 1.125 is revised to read as follows: 


§ 1.125 Substitute specification. 


(a) If the number or nature of the amendments or the legibility 
of the application papers renders it difficult to consider the 
application, or to arrange the papers for printing or copying, the 
Office may require the entire specification, including the claims, or 
any part thereof, be rewritten. 


(b) A substitute specification, excluding the claims, may be filed 
at any point up to payment of the issue fee if it is accompanied by: 


(1) A statement that the substitute specification includes no new 
matter; and 


(2) A marked-up copy of the substitute specification showing the 
matter being added to and the matter being deleted from the 
specification of record. 


(c) A substitute specification submitted under this section must 
be submitted in clean form without markings as to amended 
material. 
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(d) A substitute specification under this section is not permitted 
in a reissue application or in a reexamination proceeding. 


57. Section 1.126 is revised to read as follows: 


§ 1.126 Numbering of claims. The original numbering of the 
claims must be preserved throughout the prosecution. When 
claims are canceled the remaining claims must not be renumbered. 
When claims are added, they must be numbered by the applicant 
consecutively beginning with the number next following the 
highest numbered claim previously presented (whether entered or 
not). When the application is ready for allowance, the examiner, if 
necessary, will renumber the claims consecutively in the order in 
which they appear or in such order as may have been requested by 
applicant. 


58. Section 1.133 is amended by revising paragraph (b) to read as 
follows: 


§ 1.133 Interviews. 
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(b) In every instance where reconsideration is requested in view 
of an interview with an examiner, a complete written statement of 
the reasons presented at the interview as warranting favorable 
action must be filed by the applicant. An interview does not 
remove the necessity for reply to Office actions as specified in § 
1.111 and § 1.135. 


59. The undesignated center heading in Subpart B-National 
Processing Provisions, following § 1.133 is revised to read as 
follows: 


TIME FOR REPLY BY APPLICANT; 
ABANDONMENT OF APPLICATION 


60. Section 1.134 and its heading are revised to read as follows: 
§ 1.134 Time period for reply to an Office action. 


An Office action will notify the applicant of any non-statutory or 
shortened statutory time period set for reply to an Office action. 
Unless the applicant is notified in writing that a reply is required 
in less than six months, a maximum period of six months is 
allowed. 


61. Section 1.135 and its heading are revised to read as follows: 
§ 1.135 Abandonment for failure to reply within time period. 


(a) If an applicant of a patent application fails to reply within the 
time period provided under § 1.134 and § 1.136, the application 
will become abandoned unless an Office action indicates other- 
wise. 


(b) Prosecution of an application to save it from abandonment 
pursuant to paragraph (a) of this section must include such 
complete and proper reply as the condition of the application may 
require. The admission of, or refusal to admit, any amendment 
after final rejection or any amendment not responsive to the last 
action, or any related proceedings, will not operate to save the 
application from abandonment. 


(c) When reply by the applicant is a bona fide attempt to 
advance the application to final action, and is substantially a 
complete reply to the non-final Office action, but consideration of 
some matter or compliance with some requirement has been 
inadvertently omitted, applicant may be given a new time period 
for reply under § 1.134 to supply the omission. 


62. Section 1.136 and its heading are revised to read as follows: 
§ 1.136 Extensions of time. 
(a)(1) If an applicant is required to reply within a nonstatutory 


or shortened statutory time period, applicant may extend the time 
period for reply up to the earlier of the expiration of any maximum 
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period set by statute or five months after the time period set for 
reply, if a petition for an extension of time and the fee set in § 
1.17(a) are filed, unless: 


(i) Applicant is notified otherwise in an Office action; 
(ii) The reply is a reply brief submitted pursuant to § 1.193(b); 


(iii) The reply is a request for an oral hearing submitted pursuant 
to § 1.194(b); 


(iv) The reply is to a decision by the Board of Patent Appeals 
and Interferences pursuant to § 1.196, § 1.197 or § 1.304; or 


(v) The application is involved in an interference declared 
pursuant to § 1.611. 


(2) The date on which the petition and the fee have been filed is 
the date for purposes of determining the period of extension and 
the corresponding amount of the fee. The expiration of the time 
period is determined by the amount of the fee paid. A reply must 
be filed prior to the expiration of the period of extension to avoid 
abandonment of the application (§ 1.135), but in no situation may 
an applicant reply later than the maximum time period set by 
statute, or be granted an extension of time under paragraph (b) of 
this section when the provisions of this paragraph are available. 
See § 1.136(b) for extensions of time relating to proceedings 
pursuant to § 1.193(b), § 1.194, § 1.196 or § 1.197; § 1.304 for 
extension of time to appeal to the U.S. Court of Appeals for the 
Federal Circuit or to commence a civil action; § 1.550(c) for 
extension of time in reexamination proceedings; and § 1.645 for 
extension of time in interference proceedings. 


(3) A written request may be submitted in an application that is 
an authorization to treat any concurrent or future reply, requiring a 
petition for an extension of time under this paragraph for its timely 
submission, as incorporating a petition for extension of time for 
the appropriate length of time. An authorization to charge all 
required fees, fees under § 1.17, or all required extension of time 
fees will be treated as a constructive petition for an extension of 
time in any concurrent or future reply requiring a petition for an 
extension of time under this paragraph for its timely submission. 
Submission of the fee set forth in § 1.17(a) will also be treated as 
a constructive petition for an extension of time in any concurrent 
reply requiring a petition for an extension of time under this 
paragraph for its timely submission. 


(b) When a reply cannot be filed within the time period set for 
such reply and the provisions of paragraph (a) of this section are 
not available, the period for reply will be extended only for 
sufficient cause and for a reasonable time specified. Any request 
for an extension of time under this paragraph must be filed on or 
before the day on which such reply is due, but the mere filing of 
such a request will not effect any extension under this paragraph. 
In no situation can any extension carry the date on which reply is 
due beyond the maximum time period set by statute. See § 1.304 
for extension of time to appeal to the U.S. Court of Appeals for the 
Federal Circuit or to commence a civil action; § 1.645 for 
extension of time in interference proceedings; and § 1.550(c) for 
extension of time in reexamination proceedings. 


63. Section 1.137 and its heading are revised to read as follows: 


§ 1.137 Revival of abandoned application or lapsed patent. 


(a) Unavoidable. Where the delay in reply was unavoidable, a 
petition may be filed to revive an abandoned application or a 
lapsed patent pursuant to this paragraph. A grantable petition 
pursuant to this paragraph must be accompanied by: 


(1) The required reply, unless previously filed. In a nonprovi- 
sional application abandoned for failure to prosecute, the required 
reply may be met by the filing of a continuing application. In an 
application or patent, abandoned or lapsed for failure to pay the 
issue fee or any portion thereof, the required reply must be the 
payment of the issue fee or any outstanding balance thereof; 


(2) The petition fee as set forth in § 1.17(1); 


U.S. PATENT AND TRADEMARK OFFICE 


1243 TMOG 571 
(141) 


(3) A showing to the satisfaction of the Commissioner that the 
entire delay in filing the required reply from the due date for the 
reply until the filing of a grantable petition pursuant to this 
paragraph was unavoidable; and 


(4) Any terminal disclaimer (and fee as set forth in § 1.20(d)) 
required pursuant to paragraph (c) of this section. 


(b) Unintentional. Where the delay in reply was unintentional, a 
petition may be filed to revive an abandoned application or a 
lapsed patent pursuant to this paragraph. A grantable petition 
pursuant to this paragraph must be accompanied by: 


(1) The required reply, unless previously filed. In a nonprovi- 
sional application abandoned for failure to prosecute, the required 
reply may be met by the filing of a continuing application. In an 
application or patent, abandoned or lapsed for failure to pay the 
issue fee or any portion thereof, the required reply must be the 
payment of the issue fee or any outstanding balance thereof; 


(2) The petition fee as set forth in § 1.17(m); 


(3) A statement that the entire delay in filing the required reply 
from the due date for the reply until the filing of a grantable 
petition pursuant to this paragraph was unintentional. The Com- 
missioner may require additional information where there is a 
question whether the delay was unintentional; and 


(4) Any terminal disclaimer (and fee as set forth in § 1.20(d)) 
required pursuant to paragraph (c) of this section. 


(c) In a design application, a utility application filed before June 
8, 1995, or a plant application filed before June 8, 1995, any 
petition to revive pursuant to this section must be accompanied by 
a terminal disclaimer and fee as set forth in § 1.321 dedicating to 
the public a terminal part of the term of any patent granted thereon 
equivalent to the period of abandonment of the application. Any 
terminal disclaimer pursuant to this paragraph must also apply to 
any patent granted on any continuing application that contains a 
specific reference under 35 U.S.C. 120, 121, or 365(c) to the 
application for which revival is sought. The provisions of this 
paragraph do not apply to lapsed patents. 


(d) Any request for reconsideration or review of a decision 
refusing to revive an abandoned application or lapsed patent upon 
petition filed pursuant to this section, to be considered timely, must 
be filed within two months of the decision refusing to revive or 
within such time as set in the decision. Unless a decision indicates 
otherwise, this time period may be extended under the provisions 
of § 1.136. 


(e) A provisional application, abandoned for failure to timely 
respond to an Office requirement, may be revived pursuant to this 
section so as to be pending for a period of no longer than twelve 
months from its filing date. Under no circumstances will a 
provisional application be regarded as pending after twelve 
months from its filing date. 


64. Section 1.139 is removed and reserved. 
§ 1.139 [Reserved] 


65. Section 1.142 is amended by revising paragraph (a) to read as 
follows: 


§ 1.142 Requirement for restriction. 


(a) If two or more independent and distinct inventions are 
claimed in a single application, the examiner in an Office action 
will require the applicant in the reply to that action to elect an 
invention to which the claims will be restricted, this official action 
being called a requirement for restriction (also known as a 
requirement for division). Such requirement will normally be 
made before any action on the merits; however, it may be made at 
any time before final action. 


xe KKK 





1243 TMOG 572 
(141) 


66. Section 1.144 is revised to read as follows: 
§ 1.144 Petition from requirement for restriction. 


After a final requirement for restriction, the applicant, in addition 
to making any reply due on the remainder of the action, may 
petition the Commissioner to review the requirement. Petition may 
be deferred until after final action on or allowance of claims to the 
invention elected, but must be filed not later than appeal. A petition 
will not be considered if reconsideration of the requirement was 
not requested (see § 1.181). 


67. Section 1.146 is revised to read as follows: 
§ 1.146 Election of species. 


In the first action on an application containing a generic claim to 
a generic invention (genus) and claims to more than one patentably 
distinct species embraced thereby, the examiner may require the 
applicant in the reply to that action to elect a species of his or her 
invention to which his or her claim will be restricted if no claim to 
the genus is found to be allowable. However, if such application 
contains claims directed to more than a reasonable number of 
species, the examiner may require restriction of the claims to not 
more than a reasonable number of species before taking further 
action in the application. 


68. Section i.152 is revised to read as follows: 
§ 1.152 Design drawings. 


(a) The design must be represented by a drawing that complies 
with the requirements of § 1.84, and must contain a sufficient 
number of views to constitute a complete disclosure of the 
appearance of the design. 


(1) Appropriate and adequate surface shading should be used to 
show the character or contour of the surfaces represented. Solid 
black surface shading is not permitted except when used to 
represent the color black as well as color contrast. Broken lines 
may be used to show visible environmental structure, but may not 
be used to show hidden planes and surfaces which cannot be seen 
through opaque materials. Alternate positions of a design compo- 
nent, illustrated by full and broken lines in the same view are not 
permitted in a design drawing. 


(2) Color photographs and color drawings are not permitted in 
design applications in the absence of a grantable petition pursuant 
to § 1.84(a)(2). Photographs and ink drawings are not permitted to 
be combined as formal drawings in one application. Photographs 
submitted in lieu of ink drawings in design patent applications 
must comply with § 1.84(b) and must not disclose environmental 
structure but must be limited to the design for the article claimed. 


(b) Any detail shown in the ink or color drawings or photo- 
graphs (formal or informal) deposited with the original application 
Papers constitutes an integral part of the disclosed and claimed 
design, except as otherwise provided in this paragraph. This detail 
may include, but is not limited to, color or contrast, graphic or 
written indicia, including identifying indicia of a proprietary 
nature, surface ornamentation on an article, or any combination 
thereof. 


(1) When any detail! shown in informal drawings or photographs 
does not constitute an integral part of the disclosed and claimed 
design, a specific disclaimer must appear in the original applica- 
tion papers either in the specification or directly on the drawings or 
photographs. This specific disclaimer in the original application 
papers will provide antecedent basis for the omission of the 
disclaimed detail(s) in later-filed drawings or photographs. 


(2) When informal color drawings or photographs are deposited 
with the original application papers without a disclaimer pursuant 
to paragraph (b)(1) of this section, formal color drawings or 
photographs, or a black and white drawing lined to represent color, 
will be required. 
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69. Section 1.154 is amended by revising its heading and para- 
graph (a)(3) as to readfollows: 


§ 1.154 Arrangement of application elements. 
falling 
(3) Preamble, stating name of the applicant, title of the design, 


and a brief description of the nature and intended use of the article 
in which the design is embodied. 


* * * 


70. Section 1.155 and its heading are revised to read as follows: 
§ 1.155 Issue of design patents. 


If, on examination, it appears that the applicant is entitled to a 
design patent under the law, a notice of allowance will be sent to 
the applicant, or applicant’s attorney or agent, calling for the 
payment of the issue fee (§ 1.18(b)). If this issue fee is not paid 
within three months of the date of the notice of allowance, the 
application shall be regarded as abandoned 


71. Section 1.163 is amended by revising its heading and para- 
graph (b) to read as follows: 


§ 1.163 Specification and arrangement of application elements. 
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(b) Two copies of the specification (including the claim) must be 
submitted, but only one signed oath or declaration is required. 


keke KE 
72. Section 1.167 is revised to read as follows: 
§ 1.167 Examination. 


Applications may be submitted by the Patent and Trademark Office 
to the Department of Agriculture for study and report. 


73. Section 1.171 is revised to read as follows: 
§ 1.171 Application for reissue. 


An application for reissue must contain the same parts required for 
an application for an original patent, complying with all the rules 
relating there to except as otherwise provided, and in addition, 
must comply with the requirements of the rules relating to reissue 
applications. 


74. Section 1.172 is amended by revising paragraph (a) to read as 
follows: 


§ 1.172 Applicants, assignees. 


(a) A reissue oath must be signed and sworn to or declaration 
made by the inventor or inventors except as otherwise provided 
(see § 1.42, § 1.43, § 1.47), and must be accompanied by the 
written consent of all assignees, if any, owning an undivided 
interest in the patent, but a reissue oath may be made and sworn to 
or declaration made by the assignee of the entire interest if the 
application does not seek to enlarge the scope of the claims of the 
original patent. All assignees consenting to the reissue must 
establish their ownership interest in the patent by filing in the 
reissue application a submission in accordance with the provisions 
of § 3.73(b) 
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75. Section 1.175 is amended by revising paragraphs (a) and (b) 
and adding paragraphs (c) and (d) to read as follows: 


§ 1.175 Reissue oath or declaration. 


(a) The reissue oath or declaration in addition to complying with 
the requirements of § 1.63, must also state that: 
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(1) The applicant believes the original patent to be wholly or 
partly inoperative or invalid by reason of a defective specification 
or drawing, or by reason of the patentee claiming more or less than 
the patentee had the right to claim in the patent, stating at least one 
error being relied upon as the basis for reissue: and 


(2) All errors being corrected in the reissue application up to the 
time of filing of the oath or declaration under this paragraph arose 
without any deceptive intention on the part of the applicant. 


(b)(1) For any error corrected, which is not covered by the oath 
or declaration submitted under paragraph (a) of this section, 
applicant must submit a supplemental oath or declaration stating 
that every such error arose without any deceptive intention on the 
part of the applicant. Any supplemental oath or declaration 
required by this paragraph must be submitted before allowance 
and may be submitted: 


(i) With any amendment prior to allowance; or 


(ii) In order to overcome a rejection under 35 U.S.C. 251 made 
by the examiner where it is indicated that the submission of a 
supplemental oath or declaration as required byt his paragraph will 
overcome the rejection. 


(2) For any error sought to be corrected after allowance, a 
supplemental oath or declaration must accompany the requested 
correction stating that the error(s) to be corrected arose without 
any deceptive intention on the part of the applicant. 


(c) Having once stated an error upon which the reissue is based, 
as set forth in paragraph (a)(1), unless all errors previously stated 
in the oath or declaration are no longer being corrected, a 
subsequent oath or declaration under paragraph (b) of this section 
need not specifically identify any other error or errors being 
corrected. 


(d) The oath or declaration required by paragraph (a) of this 
section may be submitted under the provisions of § 1.53(f). 


76. Section 1.182 is revised to read as follows: 
§ 1.182 Questions not specifically provided for. 


All situations not specifically provided for in the regulations of this 
part will be decided in accordance with the merits of each situation 
by or under the authority of the Commissioner, subject to such 
other requirements as may be imposed, and such decision will be 
communicated to the interested parties in writing. Any petition 
seeking a decision under this section must be accompanied by the 
petition fee set forth in § 1.17(h). 


77. Section 1.184 is removed and reserved. 
§ 1.184 [Reserved] 


78. Section 1.191 is amended by revising paragraphs (a) and (b) to 
read as follows: 


§ 1.191 Appeal to Board of Patent Appeals and Interferences. 


(a) Every applicant for a patent or for reissue of a patent, and 
every owner of a patent under reexamination, any of whose claims 
has been twice or finally (§ 1.113) rejected, may appeal from the 
decision of the examiner to the Board of Patent Appeals and 
Interferences by filing a notice of appeal and the fee set forth in § 
1.17(b) within the time period provided under § 1.134 and § 1.136 
for reply. 


(b) The signature requirement of § 1.33 does not apply to a 
notice of appeal filed under this section. 
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79. Section 1.192 is amended by revising paragraph (a) to read as 
follows: 
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§ 1.192 Appellant’s brief. 


(a) Appellant must, within two months from the date of the 
notice of appeal under § 1.191 or within the time allowed for reply 
to the action from which the appeal was taken, if such time is later, 
file a brief in triplicate. The brief must be accompanied by the fee 
set forth in § 1.17(c) and must set forth the authorities and 
arguments on which appellant will rely to maintain the appeal. Any 
arguments or authorities not included in the brief will be refused 
consideration by the Board of Patent Appeals and Interferences, 
unless good cause is shown. 
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80. Section 1.193 and its heading are revised to read as follows: 
§ 1.193 Examiner’s answer and reply brief. 


(a)(1) The primary examiner may, within such time as may be 
directed by the Commissioner, furnish a written statement in 
answer to appellant’s brief including such explanation of the 
invention claimed and of the references and grounds of rejection as 
may be necessary, supplying a copy to appellant. If the primary 
examiner finds that the appeal is not regular in form or does not 
relate to an appealable action, the primary examiner shall so state. 


(2) An examiner’s answer must not include a new ground of 
rejection, but if an amendment under § 1.116 proposes to add or 
amend one or more claims and appellant was advised that the 
amendment under § 1.116 would be entered for purposes of appeal 
and which individual rejection(s) set forth in the action from which 
the appeal was taken would be used to reject the added or amended 
claim(s), then the appeal brief must address the rejection(s) of the 
claim(s) added or amended by the amendment under § !.116 as 
appellant was so advised and the examiner's answer may include 
the rejection(s) of the claim(s) added or amended by the amend- 
ment under § 1.116 as appellant was so advised. The filing of an 
amendment under § 1.116 which is entered for purposes of appeal 
represents appellant's consent that when so advised any appeai 
proceed on those claim(s) added or amended by the amendment 
under § 1.116 subject to any rejection set forth in the action from 
which the appeal was taken. 


(b)(1) Appellant may file a reply brief to an examiner’s answer 
within two months from the date of such examiner's answer. See 
§ 1.136(b) for extensions of time for filing a reply brief in a patent 
application and § 1.550(c) for extensions of time for filing a reply 
brief in a reexamination proceeding. The primary examiner must 
either acknowledge receipt and entry of the reply brief or withdraw 
the final rejection and reopen prosecution to respond to the reply 
brief. A supplemental examiner’s answer is not permitted, unless 
the application has been remanded by the Board of Patent Appeals 
and Interferences for such purpose. 


(2) Where prosecution is reopened by the primary examiner 
after an appeal or reply brief has been filed, appellant must 
exercise one of the following two options to avoid abandonment of 
the application: 


(i) File a reply under § 1.111, if the Office action is not final, or 
a reply under § 1.113, if the Office action is final; or 


(ii) Request reinstatement of the appeal. If reinstatement of the 
appeal is requested, such request must be accompanied by a 
supplemental appeal brief, but no new amendments, affidavits (§ 
1.130, § 1.131 or § 1.132) or other evidence are permitted. 


81. Section 1.194 is revised to read as follows: 
§ 1.194 Oral hearing. 


(a) An oral hearing should be requested only in those circum- 
stances in which appellant considers such a hearing necessary or 
desirable for a proper presentation of the appeal. An appeal 
decided without an oral hearing will receive the same consider- 
ation by the Board of Patent Appeals and Interferences as appeals 
decided after oral hearing. 
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(b) If appellant desires an oral hearing, appellant must file, in a 
separate paper, a written request for such hearing accompanied by 
the fee set forth in § 1.17(d) within two months from the date of 
the examiner’s answer. If appellant requests an oral hearing and 
submits therewith the fee set forth in § 1.17(d), an oral argument 
may be presented by, or on behalf of, the primary examiner if 
considered desirable by either the primary examiner or the Board. 
See § 1.136(b) for extensions of time for requesting an oral hearing 
in a patent application and § 1.550(c) for extensions of time for 
requesting an oral hearing in are examination proceeding. 


(c) If no request and fee for oral hearing have been timely filed 
by appellant, the appeal will be assigned for consideration and 
decision. If appellant has requested an oral hearing and has 
submitted the fee set forth in § 1.17(d), a day of hearing will be set, 
and due notice thereof given to appellant and to the primary 
examiner. A hearing will be held as stated in the notice, and oral 
argument will be limited to twenty minutes for appellant and 
fifteen minutes for the primary examiner unless otherwise ordered 
before the hearing begins. If the Board decides that a hearing is not 
necessary, the Board will so notify appellant. 


82. Section 1.196 is amended by revising paragraphs (b) and (d) to 
read as follows: 


§ 1.196 Decision by the Board of Patent Appeals and Interfer- 
ences. 


(b) Should the Board of Patent Appeals and Interferences have 
knowledge of any grounds not involved in the appeal for rejecting 
any pending claim, it may include in the decision a statement to 
that effect with its reasons for so holding, which statement 
constitutes a new ground of rejection of the claim. A new ground 
of rejection shall not be considered final for purposes of judicial 
review. When the Board of Patent Appeals and Interferences 
makes a new ground of rejection, the appellant, within two months 
from the date of the decision, must exercise one of the following 
two options with respect to the new ground of rejection to avoid 
termination of proceedings (§ 1.197(c)) as to the rejected claims: 


(1) Submit an appropriate amendment of the claims so rejected 
or a showing of facts relating to the claims so rejected, or both, and 
have the matter reconsidered by the examiner, in which event the 
application will be remanded to the examiner. The new ground of 
rejection is binding upon the examiner unless an amendment or 
showing of facts not previously of record be made which, in the 
opinion of the examiner, overcomes the new ground of rejection 
stated in the decision. Should the examiner reject the claims, 
appellant may again appeal pursuant to § 1.191 through § 1.195 to 
the Board of Patent Appeals and Interferences. 


(2) Request that the application be reheard under § 1.197(b) by 
the Board of Patent Appeals and Interferences upon the same 
record. The request for rehearing must address the new ground of 
rejection and state with particularity the points believed to have 
been misapprehended or overlooked in rendering the decision and 
also state all other grounds upon which rehearing is sought. Where 
request for such rehearing is made, the Board of Patent Appeals 
and Interferences shall rehear the new ground of rejection and, if 
necessary, render anew decision which shall include all grounds of 
rejection upon which a patent is refused. The decision on rehearing 
is deemed to incorporate the earlier decision for purposes of 
appeal, except for those portions specifically withdrawn on rehear- 
ing, and is final for the purpose of judicial review, except when 
noted otherwise in the decision. 


(d) The Board of Patent Appeals and Interferences may require 
appellant to address any matter that is deemed appropriate for a 
reasoned decision on the pending appeal. Appellant will be given 
a non-extendable time period within which to respond to such a 
requirement. 
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83. Section 1.197 is amended by revising paragraphs (a) and (b) to 
read as follows: 


§ 1.197 Action following decision. 


(a) After decision by the Board of Patent Appeals and Interfer- 
ences, the application will be returned to the examiner, subject to 
appellant's right of appeal or other review, for such further action 
by appellant or by the examiner, as the condition of the application 
may require, to carry into effect the decision. 


(b) Appellant may file a single request for rehearing within two 
months from the date of the original decision, unless the original 
decision is so modified by the decision on rehearing as to become, 
in effect, a new decision, and the Board of Patent Appeals and 
Interferences so states. The request for rehearing must state with 
particularity the points believed to have been misapprehended or 
overlooked in rendering the decision and also state all other 
grounds upon which rehearing is sought. See § 1.136(b) for 
extensions of time for seeking rehearing in a patent application and 
§ 1.550(c) for extensions of time for seeking rehearing in a 
reexamination proceeding. 


84. Section § 1.291 is amended by revising paragraph (c) to read 
as follows: 


§ 1.291 Protests by the public against pending applications. 
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(c) A member of the public filing a protest in an application 
under paragraph (a) of this section will not receive any commu- 
nications from the Office relating to the protest, other than the 
return of a self-addressed postcard which the member of the public 
may include with the protest in order to receive an acknowledg- 
ment by the Office that the protest has been received. In the 
absence of a request by the Office, an applicant has no duty to, and 
need not, reply to a protest. The limited involvement of the 
member of the public filing a protest pursuant to paragraph (a) of 
this section ends with the filing of the protest, and no further 
submission on behalf of the protestor will be considered, except 
for additional prior art, or unless such submission raises new issues 
which could not have been earlier presented. 


85. Section § 1.293 is amended by revising paragraph (c) to read 
as follows: 


§ 1.293 Statutory invention registration. 
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(c) A waiver filed with a request for a statutory invention 
registration will be effective, upon publication of the statutory 
invention registration, to waive the inventor's right to receive a 
patent on the invention claimed in the statutory invention regis- 
tration, in any application for an original patent which is pending 
on, or filed after, the date of publication of the statutory invention 
registration. A waiver filed with a request for a statutory invention 
registration will not affect the rights of any other inventor even if 
the subject matter of the statutory invention registration and an 
application of another inventor are commonly owned. A waiver 
filed with a request for a statutory invention registration will not 
affect any rights in a patent to the inventor which issued prior to 
the date of publication of the statutory invention registration unless 
a reissue application is filed seeking to enlarge the scope of the 
claims of the patent. See also § 1.104(c)(5). 


86. Section § 1.294 is amended by revising paragraph (b) to read 
as follows: 


§ 1.294 Examination of request for publication of a statutory 
invention registration and patent application to which the 
request is directed. 
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(b) Applicant will be notified of the results of the examination 
set forth in paragraph (a) of this section. If the requirements of § 
1.293 and this section are not met by the request filed, the 
notification to applicant will set a period of time within which to 
comply with the requirements in order to avoid abandonment of 
the application. If the application does not meet the requirements 
of 35 U.S.C. 112, the notification to applicant will include a 
rejection under the appropriate provisions of 35 U.S.C. 112. The 
periods for reply established pursuant to this section are subject to 
the extension of time provisions of § 1.136. After reply by the 
applicant, the application will again be considered for publication 
of a statutory invention registration. If the requirements of § 1.293 
and this section are not timely met, the refusal to publish will be 
made final. If the requirements of 35 U.S.C. 112 are not met, the 
rejection pursuant to 35 U.S.C. 112 will be made final. 
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87. Section § 1.304 is amended by revising paragraph (a)(1) to 
read as follows: 


§ 1.304 Time for appeal or civil action. 


(a)(1) The time for filing the notice of appeal to the U.S. Court 
of Appeals for the Federal Circuit (§ 1.302) or for commencing a 
civil action (§ 1.303) is two months from the date of the decision 
of the Board of Patent Appeals and Interferences. If a request for 
rehearing or reconsideration of the decision is filed within the time 
period provided under § 1.197(b) or § 1.658(b), the time for filing 
an appeal or commencing a civil action shall expire two months 
after action on the request. In interferences, the time for filing a 
cross-appeal or cross-action expires: 


(i) 14 days after service of the notice of appeal or the summons 
and complaint; or 


(ii) Two months after the date of decision of the Board of Patent 
Appeals and Interferences, whichever is later. 
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88. Section § 1.312 is amended by revising paragraph (b) to read 
as follows: 


§ 1.312 Amendments after allowance. 
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(b) Any amendment pursuant to paragraph (a) of this section 
filed after the date the issue fee is paid must be accompanied by a 
petition including the fee set forth in § 1.17(i) and a showing of 
good and sufficient reasons why the amendment is necessary and 
was not earlier presented. For reissue applications, see § 1.175(b), 
which requires a supplemental oath or declaration to accompany 
the amendment. 


89. Section § 1.316 is revised to read as follows: 
§ 1.316 Application abandoned for failure to pay issue fee. 


If the issue fee is not paid within three months from the date of the 
notice of allowance, the application will be regarded as aban- 
doned. Such an abandoned application will not be considered as 
pending before the Patent and Trademark Office. 


90. Section § 1.317 is revised to read as follows: 


§ 1.317 Lapsed patents; delayed payment of balance of issue 
fee. 


If the issue fee paid is the amount specified in the notice of 
allowance, but a higher amount is required at the time the issue fee 
is paid, any remaining balance of the issue fee is to be paid within 
three months from the date of notice thereof and, if not paid, the 
patent will iapse at the termination of the three-month period. 


91. Section § 1.318 is removed and reserved. 
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§ 1.318 [Reserved] 
92. Section § 1.324 is revised to read as follows: 
§ 1.324 Correction of inventorship in patent. 


(a) Whenever through error a person is named in an issued 
patent as the inventor, or through error an inventor is not named in 
an issued patent and such error arose without any deceptive 
intention on his or her part, the Commissioner may, on petition, or 
on order of a court before which such matter is called in question, 
issue a certificate naming only the actual inventor or inventors. A 
petition to correct inventorship of a patent involved in an interfer- 
ence must comply with the requirements of this section and must 
be accompanied by a motion under § 1.634. 


(b) Any petition pursuant to paragraph (a) of this section must 
be accompanied by: 


(1) A statement from each person who is being added as an 
inventor and from each person who is being deleted as an inventor 
that the inventorship error occurred without any deceptive inten- 
tion on his or her part; 


(2) A statement from the current named inventors who have not 
submitted a statement under paragraph (b)(1) of this section either 
agreeing to the change of inventorship or stating that they have no 
disagreement in regard to the requested change; 


(3) A statement from all assignees of the parties submitting a 
statement under paragraphs (b)(1) and (b)(2) of this section 
agreeing to the change of inventorship in the patent, which 
statement must comply with the requirements of § 3.73(b); and 

(4) The fee set forth in § 1.20(b). 


93. Section § 1.352 is removed and reserved. 


§ 1.352 [Reserved] 


94. Section § 1.366 is amended by revising paragraphs (b) through 
(d) to read as follows: 


§ 1.366 Submission of maintenance fees. 
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(b) A maintenance fee and any necessary surcharge submitted 
for a patent must be submitted in the amount due on the date the 
maintenance fee and any necessary surcharge are paid. A mainte- 
nance fee or surcharge may be paid in the manner set forth in § 
1.23 or by an authorization to charge a deposit account established 
pursuant to § 1.25. Payment of a maintenance fee and any 
necessary surcharge or the authorization to charge a deposit 
account must be submitted within the periods set forth in § 
1.362(d), (e), or (f). Any payment or authorization of maintenance 
fees and surcharges filed at any other time will not be accepted and 
will not serve as a payment of the maintenance fee except insofar 
as a delayed payment of the maintenance fee is accepted by the 
Commissioner in an expired patent pursuant to a petition filed 
under § 1.378. Any authorization to charge a deposit account must 
authorize the immediate charging of the maintenance fee and any 
necessary surcharge to the deposit account. Payment of less than 
the required amount, payment in a manner other than that set forth 
§ 1.23, or in the filing of an authorization to charge a deposit 
account having insufficient funds will not constitute payment of a 
maintenance fee or surcharge on a patent. The procedures set forth 
in § 1.8 or § 1.10 may be utilized in paying maintenance fees and 
any necessary surcharges. 


(c) In submitting maintenance fees and any necessary sur- 
charges, identification of the patents for which maintenance fees 
are being paid must include the following: 


(1) The patent number, and 


(2) The application number of the United States application for 
the patent on which the maintenance fee is being paid. 
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(d) Payment of maintenance fees and any surcharges should 
identify the fee being paid for each patent as to whether it is the 3 
1/2, 7 1/2, or 11 1/2-year fee, whether small entity status is being 
changed or claimed, the amount of the maintenance fee and any 
surcharge being paid, and any assigned customer number. If the 
maintenance fee and any necessary surcharge is being paid on a 
reissue patent, the payment must identify the reissue patent by 
reissue patent number and reissue application number as required 
by paragraph (c) of this section and should also include the 
original patent number. 


95. Section § 1.377 is amended by revising paragraph (c) to read 
as follows: 


§ 1.377 Review of decision refusing to accept and record 
payment of a maintenance fee filed prior to expiration of 
patent. 


(c) any petition filed under this section must comply with the 
requirements of § 1.181(b) and must be signed by an attorney or 
agent registered to practice before the Patent and Trademark 
Office, or by the patentee, the assignee, or other party in interest. 


96. Section § 1.378 is amended by revising paragraph (d) to read 
as follows: 


§ 1.378 Acceptance of delayed payment of maintenance fee in 
expired patent to reinstate patent. 


kK 


(d) Any petition under this section must be signed by an attorney 
or agent registered to practice before the Patent and Trademark 
Office, or by the patentee, the assignee, or other party in interest. 
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97. Section 1.425 is revised to read as foilows: 
§ 1.425 Filing by other than inventor. 


Where an international application which designates the United 
States of America is filed and where one or more inventors refuse 
to sign the Request for the international application or cannot be 
found or reached after diligent effort, the Request need not be 
signed by such inventor if it is signed by another applicant. Such 
international application must be accompanied by a statement 
explaining to the satisfaction of the Commissioner the lack of the 
signature concerned. 


98. Section 1.484 is amended by revising paragraphs (d) through 
(f) to read as follows: 


§ 1.484 Conduct of international preliminary examination. 
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(d) The International Preliminary Examining Authority will 
establish a written opinion if any defect exists or if the claimed 
invention lacks novelty, inventive step or industrial applicability 
and will set a non-extendable time limit in the written opinion for 
the applicant to reply. 


(e) If no written opinion under paragraph (d) of this section is 
necessary, or after any written opinion and the reply thereto or the 
expiration of the time limit for reply to such written opinion, an 
international preliminary examination report will be established by 
the International Preliminary Examining Authority. One copy will 
be submitted to the International Bureau and one copy will be 
submitted to the applicant. 


(f) An applicant will be permitted a personal or telephone 
interview with the examiner, which must be conducted during the 
non-extendable time limit for reply by the applicant to a written 
opinion. Additional interviews may be conducted where the 
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examiner determines that such additional interviews may be 
helpful to advancing the international preliminary examination 
procedure. A summary of any such personal or telephone interview 
must be filed by the applicant as a part of the reply to the written 
opinion or, if applicant files no reply, be made of record in the file 
by the examiner. 


99. Section 1.485 is amended by revising paragraph (a) to read as 
follows: 


§ 1.485 Amendments by applicant during international pre- 
liminary examination. 


(a) The applicant may make amendments at the time of filing of 
the Demand and within the time limit set by the International 
Preliminary Examining Authority for reply to any notification 
under § 1.484(b) or to any written opinion. Any such amendments 
must: 


(1) Be made by submitting a replacement sheet for every sheet 
of the application which differs from the sheet it replaces unless an 
entire sheet is cancelled; and 


(2) Include a description of how the replacement sheet differs 
from the replaced sheet. 


100. Section 1.488 is amended by revising paragraph (b)(3) to read 
as follows: 


§ 1.488 Determination of unity of invention before the Inter- 
national Preliminary Examining Authority. 
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(3) If applicant fails to restrict the claims or pay additional fees 
within the time limit set for reply, the International Preliminary 
Examining Authority will issue a written opinion and/or establish 
an international preliminary examination report on the main 
invention and shall indicate the relevant facts in the said report. In 
case of any doubt as to which invention is the main invention, the 
invention first mentioned in the claims and previously searched by 
an International Searching Authority shall be considered the main 
invention. 


101. Section 1.492 is amended by adding a new paragraph (g) to 
read as follows: 


§ 1.492 National stage fees. 
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(g) If the additional fees required by paragraphs (b), (c), and (d) 
are not paid on presentation of the claims for which the additional 
fees are due, they must be paid or the claims cancelled by 
amendment, prior to the expiration of the time period set for reply 
by the Office in any notice of fee deficiency. 


102. Section 1.494 is amended by revising paragraph (c) to read as 
follows: 


§ 1.494 Entering the national stage in the United States of 
America as a Designated Office. 


ee Be 
(c) If applicant complies with paragraph (b) of this section 
before expiration of 20 months from the priority date but omits: 
(1) A translation of the international application, as filed, into 


the English language, if it was originally filed in another language 
(35 U.S.C. 371(c)(2)); and/or 
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(2) The oath or declaration of the inventor (35 U.S.C. 371(c)(4); 
see § 1.497), applicant will be so notified and given a period of 
time within which to file the translation and/or oath or declaration 
in order to prevent abandonment of the application. The payment 
of the processing fee set forth in § 1.492(f) is required for 
acceptance of an English translation later than the expiration of 20 
months after the priority date. The payment of the surcharge set 
forth in § 1.492(e) is required for acceptance of the oath or 
declaration of the inventor later than the expiration of 20 months 
after the priority date. A copy of the notification mailed to 
applicant should accompany any reply thereto submitted to the 
Office. 


103. Section 1.495 is amended by revising paragraph (c) to read as 
follows: 


§ 1.495 Entering the national stage in the United States of 
America as an Elected Office. 


(c) If applicant complies with paragraph (b) of this section 
before expiration of 30 months from the priority date but omits: 


(1) A translation of the international application, as filed, into 
the English language, if it was originally filed in another language 
(35 U.S.C. 371(c)(2)); and/or 


(2) The oath or declaration of the inventor (35 U.S.C. 371(c)(4): 
see § 1.497). applicant will be so notified and given a period of 
time within which to file the translation and/or oath or declaration 
in order to prevent abandonment of the application. The payment 
of the processing fee set forth in § 1!.492(f) is required for 
acceptance of an English translation later than the expiration of 30 
months after the priority date. The payment of the surcharge set 
forth in § 1.492(e) is required for acceptance of the oath or 
declaration of the inventor later than the expiration of 30 months 
after the priority date. A copy of the notification mailed to 
applicant should accompany any reply there to submitted to the 
Office. 


104. Section 1.510 is amended by revising paragraph (e) to read as 
follows: 


§ 1.510 Request for reexamination. 
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(e) A request filed by the patent owner may include a proposed 
amendment in accordance with § 1.530(d). 


105. Section 1.530 is amended by removing paragraph (e) and 
revising its heading and paragraph (d) to read as follows: 


§ 1.530 Statement; amendment by patent owner. 
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(d) Amendments in reexamination proceedings. Amendments in 
reexamination proceedings are made by filing a paper, in compli- 
ance with paragraph (d)(5) of this section, directing that specified 
amendments be made. 


(1) Specification other than the claims. Amendments to the 
specification, other than to the claims, may only be made as 
follows: 


(i) Amendments must be made by submission of the entire text 
of a newly added or rewritten paragraph(s) with markings pursuant 
to paragraph (d)(1)(iii) of this section, except that an entire 
paragraph may be deleted by a statement deleting the paragraph 
without presentation of the text of the paragraph. 


U.S. PATENT AND TRADEMARK OFFICE 


1243 TMOG 577 
(141) 


(ii) The precise point in the specification must be indicated 
where the paragraph to be amended is located. (iii) Underlining 
below the subject matter added to the patent and brackets around 
the subject matter deleted from the patent are to be used to mark 
the amendments being made 


(2) Claims. Amendments to the claims may only be made as 
follows: 


(iA) The amendment must be made relative to the patent 
claims in accordance with paragraph (d)(8) of this section and 
must include the entire text of each claim which is being proposed 
to be amended by the current amendment and each proposed new 
claim being added by the current amendment with markings 
pursuant to paragraph (d)(2)(i(C) of this section, except that a 
patent claim or previously proposed new claim should be can- 
celled by a statement cancelling the patent claim or proposed new 
claim without presentation of the text of the patent claim or 
proposed new claim. 


(B) Patent claims must not be renumbered and the numbering of 
any new claims proposed to be added to the patent must follow the 
number of the highest numbered patent claim. 


(C) Underlining below the subject matter added to the patent 
and brackets around the subject matter deleted from the patent are 
to be used to mark the amendments being made. If a claim is 
amended pursuant to paragraph (d)(2)(i)A) of this section, a 
parenthetical expression “amended,” “twice amended,” etc., 
should follow the original claim number. 


(ii) Each amendment submission must set forth the status (i.e., 
pending or cancelled) as of the date of the amendment, of all patent 
claims and of all new claims currently or previously proposed. 


(iii) Each amendment, when submitted for the first time, must be 
accompanied by an explanation of the support in the disclosure of 
the patent for the amendment along with any additional comments 
on page(s) separate from the page(s) containing the amendment. 


(3) No amendment may enlarge the scope of the claims of the 
patent or introduce new matter. No amendment may be proposed 
for entry in an expired patent. Moreover, no amendment will be 
incorporated into the patent by certificate issued after the expira- 
tion of the patent. 


(4) Although the Office actions will treat proposed amendments 
as though they have been entered, the proposed amendments will 
not be effective until the reexamination certificate is issued. 


(5) The form of amendments other than to the patent drawings 
must be in accordance with the following requirements. All 
amendments must be in the English language and must be legibly 
written either by a typewriter or mechanical printer in at least 11 
point type in permanent dark ink or its equivalent in portrait 
orientation on flexible, strong, smooth, non-shiny, durable, white 
paper. All amendments must be presented in a form having 
sufficient clarity and contrast between the paper and the writing 
thereon to permit the direct reproduction of readily legible copies 
in any number by use of photographic, electrostatic, photo-offset, 
and microfilming processes and electronic reproduction by use of 
digital imaging or optical character recognition. If the amendments 
are not of the required quality, substitute typewritten or mechani- 
cally printed papers of suitable quality will be required. The 
papers, including the drawings, must have each page plainly 
written on only one side of a sheet of paper. The sheets of paper 
must be the same size and either 21.0 cm. by 29.7 cm. (DIN 
sizeA4) or 21.6 cm. by 27.9 cm. (8 and 1/2 by 11 inches). Each 
sheet must include a top margin of at least 2.0 cm. (3/4 inch), a left 
side margin of at least 2.5 cm. (1 inch), a right side margin of at 
least 2.0 cm. (3/4 inch), and a bottom margin of at least 2.0 cm. 
(3/4 inch), and no holes should be made in the sheets as submitted. 
The lines must be double spaced, or one and one-half spaced. The 
pages must be numbered consecutively, starting with |, the 
numbers being centrally located, preferably below the text, or 
above the text. 
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(6) Drawings. 


(i) The original patent drawing sheets may not be altered. Any 
proposed change to the patent drawings must be by way of a new 
sheet of drawings with the amended figures identified as 
“amended” and with added figures identified as “new” for each 
sheet change submitted in compliance with § 1.84. 


(ii) Where a change to the drawings is desired, a sketch in 
permanent ink showing proposed changes in red, to become part of 
the record, must be filed for approval by the examiner and should 
be in a separate paper. 


(7) The disclosure must be amended, when required by the 
Office, to correct inaccuracies of description and definition and to 
secure substantial correspondence between the claims, the remain- 
der of the specification, and the drawings. 


(8) All amendments to the patent must be made relative to the 
patent specification, including the claims, and drawings, which is 
in effect as of the date of filing of the request for reexamination. 


106. Section 1.550 is amended by revising paragraphs (a), (b) and 
(e) to read as follows: 


§ 1.550 Conduct of reexamination proceedings. 


(a) All reexamination proceedings, including any appeals to the 
Board of Patent Appeals and Interferences, will be conducted with 
special dispatch within the Office. After issuance of the reexami- 
nation order and expiration of the time for submitting any 
responses thereto, the examination will be conducted in accor- 
dance with § 1.104, § 1.110 through § 1.113 and § 1.116, and will 
result in the issuance of a reexamination certificate under § 1.570. 


(b) The patent owner will be given at least thirty days to respond 
to any Office action. Such response may include further statements 
in response to any rejections or proposed amendments or new 
claims to place the patent in a condition where all claims, if 
amended as proposed, would be patentable. 
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(e) The reexamination requester will be sent copies of Office 
actions issued during the reexamination proceeding. After filing of 
a request for reexamination by a third party requester, any 
document filed by either the patent owner or the third party 
requester must be served on the other party in the reexamination 
proceeding in the manner provided by § 1.248. The document must 
reflect service or the document may be refused consideration by 
the Office. 


(1) The active participation of the reexamination requester ends 
with the reply pursuant to § 1.535, and no further submissions on 
behalf of the reexamination requester will be acknowledged or 
considered. Further, no submissions on behalf of any third parties 
will be acknowledged or considered unless such submissions are: 


(i) In accordance with § 1.510; or 


(ii) Entered in the patent file prior to the date of the order to 
reexamine pursuant to § 1.525. 


(2) Submissions by third parties, filed after the date of the order 
to reexamine pursuant to § 1.525, must meet the requirements of 
and will be treated in accordance with § 1.501(a). 


107. Section § 1.770 is revised to read as follows: 


§ 1.770 Express withdrawal of application for extension of 
patent term. 


An application for extension of patent term may be expressly 
withdrawn before a determination is made pursuant to § 1.750 by 
filing in the Office, in duplicate, a written declaration of with- 
drawal signed by the owner of record of the patent or its agent. An 
application may not be expressly withdrawn after the date permit- 
ted for reply to the final determination on the application. An 
express withdrawal pursuant to this section is effective when 
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acknowledged in writing by the Office. The filing of an express 
withdrawal pursuant to this section and its acceptance by the Office 
does not entitle applicant to a refund of the filing fee ( § 1.20()) 
or any portion thereof. 


108. Section § 1.785 is amended by revising paragraph (d) to read 
as follows: 


§ 1.785 Multiple applications for extension of term of the same 
patent or of different patents for the same regulatory review 
period for a product. 
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(d) An application for extension shall be considered complete 
and formal regardless of whether it contains the identification of 
the holder of the regulatory approval granted with respect to the 
regulatory review period. When an application contains such 
information, or is amended to contain such information, it will be 
considered in determining whether an application is eligible for an 
extension under this section. A request may be made of any 
applicant to supply such information within a non-extendable 
period of not less than one month whenever multiple applications 
for extension of more than one patent are received and rely upon 
the same regulatory review period. Failure to provide such 
information within the period for reply set shall be regarded as 
conclusively establishing that the applicant is not the holder of the 
regulatory approval. 
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109. Section 1.804 is amended by revising paragraph (b) to read as 
follows: 


§ 1.804 Time of making an original deposit. 


ke KKK 


(b) When the original deposit is made after the effective filing 
date of an application for patent, the applicant must promptly 
submit a statement from a person in a position to corroborate the 
fact, stating that the biological material which is deposited is a 
biological material specifically identified in the application as 
filed. 


110. Section 1.805 is amended by revising paragraph (c) to read as 
follows: 


§ 1.805 Replacement or supplement of deposit. 
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(c) A request for a certificate of correction under this section 
shall not be granted unless the request is made promptly after the 
replacement or supplemental deposit has been made and the 
request: 


(1) Includes a statement of the reason for making the replace- 
ment or supplemental deposit; 


(2) Includes a statement from a person in a position to 
corroborate the fact, and stating that the replacement or supple- 
mental deposit is of a biological material which is identical to that 
originally deposited; 


(3) Includes a showing that the patent owner acted diligently -- 


(i) In the case of a replacement deposit, in making the deposit 
after receiving notice that samples could no longer be furnished 
from an earlier deposit; or 


(ii) In the case of a supplemental deposit, in making the deposit 
after receiving notice that the earlier deposit had become contami- 
nated or had lost its capability to function as described in the 
specification; 


(4) Includes a statement that the term of the replacement or 
supplemental deposit expires no earlier than the term of the deposit 
being replaced or supplemented; and 
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(5) Otherwise establishes compliance with these regulations. 
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PART 3 - ASSIGNMENT, RECORDING AND RIGHTS OF 
ASSIGNEE 


111. The authority citation for 37 CFR Part 3 continues to read as 
follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6. 
112. Section 3.11 is revised to read as follows: 
§ 3.11 Documents which will be recorded. 


(a) Assignments of applications, patents, and registrations, 
accompanied by completed cover sheets as specified in §§ 3.28 
and 3.31, will be recorded in the Office. Other documents, 
accompanied by completed cover sheets as specified in §§ 3.28 
and 3.31, affecting title to applications, patents, or registrations, 
will be recorded as provided in this part or at the discretion of the 
Commissioner. 


(b) Executive Order 9424 of February 18, 1944 (9 FR 1959, 3 
CFR 1943-1948 Comp., p. 303) requires the several departments 
and other executive agencies of the Government, including Gov- 
ernment-owned or Government-controlled corporations, to for- 
ward promptly to the Commissioner of Patents and Trademarks for 
recording all licenses, assignments, or other interests of the 
Government in or under patents or patent applications. Assign- 
ments and other documents affecting title to patents or patent 
applications and documents not affecting title to patents or patent 
applications required by Executive Order 9424 to be filed will be 
recorded as provided in this part. 


113. Section 3.21 is revised to read as follows: 


§ 3.21 Identification of patents and patent applications. 


An assignment relating to a patent must identify the patent by the 
patent number. An assignment relating to a national patent 
application must identify the national patent application by the 
application number (consisting of the series code and the serial 
number, e.g., 07/123,456). An assignment relating to an interna- 
tional patent application which designates the United States of 
America must identify the international application by the inter- 
national application number (e.g., PCT/US90/01234). [f an assign- 
ment of a patent application filed under § 1.53(b) is executed 
concurrently with, or subsequent to, the execution of the patent 
application, but before the patent application is filed, it must 
identify the patent application by its date of execution, name of 
each inventor, and title of the invention so that there can be no 
mistake as to the patent application intended. If an assignment of 
a provisional application under § 1.53(c) is executed before the 
provisional application is filed, it must identify the provisional 
application by name of each inventor and title of the invention so 
that there can be no mistake as to the provisional application 
intended. 


114. Section 3.26 is revised to read as follows: 
§ 3.26 English language requirement. 


The Office will accept and record non-English language docu- 
ments only if accompanied by an English translation signed by the 
individual making the translation. 


115. Section 3.27 is revised to read as follows: 


§ 3.27 Mailing address for submitting documents to be re- 
corded. 


(a) Except as provided in paragraph (b) of this section, docu- 
ments and cover sheets to be recorded should be addressed to the 
Commissioner of Patents and Trademarks, Box Assignment, 
Washington, D.C. 20231, unless they are filed together with new 
applications or with a petition under § 3.81(b). 
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(b) A document required by Executive Order 9424 to be filed 
which does not affect title and is so identified in the cover sheet 
(see 3.31(c)(2)) must be addressed and mailed to the Commis- 
sioner of Patents and Trademarks, Box Government Interest, 
Washington, D.C. 20231. 


116. Section 3.31 is amended by adding paragraph (c) to read as 
follows: 


§ 3.31 Cover sheet content. 
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(c) Each patent cover sheet required by § 3.28 seeking to record 
a governmental interest as provided by § 3.11(b) must: 


(1) Indicate that the document is to be recorded on the 
Governmental Register, and, if applicable, that the document is to 
be recorded on the Secret Register (see § 3.58); and 


(2) Indicate, if applicable, that the document to be recorded is 
not a document affecting title (see § 3.41(b)). 


117. Section 3.41 is revised to read as follows: 
§ 3.41 Recording fees. 


(a) All requests to record documents must be accompanied by 
the appropriate fee. Except as provided in paragraph (b) of this 
section, a fee is required for each application, patent and registra- 
tion against which the document is recorded as identified in the 
cover sheet. The recording fee is set in § 1.21(h) of this chapter for 
patents and in § 2.6(q) of this chapter for trademarks. 


(b) No fee is required for each patent application and patent 
against which a document required by Executive Order 9424 is to 
be filed if: 


(1) The document does not affect title and is so identified in the 
cover sheet (see § 3.31(c)(2)); and 


(2) The document and cover sheet are mailed to the Office in 
compliance with § 3.27(b). 


118. Section 3.51 is revised to read as follows: 
§ 3.51 Recording date. 


The date of recording of a document is the date the document 
meeting the requirements for recording set forth in this part is filed 
in the Office. A document which does not comply with the 
identification requirements of § 3.21 will not be recorded. Docu- 
ments not meeting the other requirements for recording, for 
example, a document submitted without a completed cover sheet 
or without the required fee, will be returned for correction to the 
sender where a correspondence address is available. The returned 
papers, stamped with the original date of receipt by the Office, will 
be accompanied by a letter which will indicate that if the returned 
Papers are corrected and resubmitted to the Office within the time 
specified in the letter, the Office will consider the original date of 
filing of the papers as the date of recording of the document. The 
procedure set forth in § 1.8 or § 1.10 of this chapter may be used 
for resubmissions of returned papers to have the benefit of the date 
of deposit in the United States Postal Service. If the returned 
papers are not corrected and resubmitted within the specified 
period, the date of filing of the corrected papers will be considered 
to be the date of recording of the document. The specified period 
to resubmit the returned papers will not be extended. 


119. Section 3.58 is added to read as follows: 
§ 3.58 Governmental registers. 

(a) The Office will maintain a Departmental Register to record 
governmental interests required to be recorded by Executive Order 


9424. This Departmental Register will not be open to public 
inspection but will be available for examination and inspection by 
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dulyauthorized representatives of the Government. Governmental 
interests recorded on the Departmental Register will be available 
for public inspection as provided in § 1.12. 


(b) The Office will maintain a Secret Register to record 
governmental interests required to be recorded by Executive Order 
9424. Any instrument to be recorded will be placed on this Secret 
Register at the request of the department or agency submitting the 
same. No information will be given concerning any instrument in 
such record or register, and no examination or inspection thereof or 
of the index thereto will be permitted, except on the written 
authority of the head of the department or agency which submitted 
the instrument and requested secrecy, and the approval of such 
authority by the Commissioner of Patents and Trademarks. No 
instrument or record other than the one specified may be exam- 
ined, and the examination must take place in the presence of a 
designated official of the Patent and Trademark Office. When the 
department or agency which submitted an instrument no longer 
requires secrecy with respect to that instrument, it must be 
recorded anew in the Departmental Register. 


120. The undesignated center heading in Part 3 - Assignment, 
Recording and Rights of Assignee, following § 3.61 is revised to 
read as follows: 


ACTION TAKEN BY ASSIGNEE 


121. Section § 3.73 is amended by revising its heading and 
paragraph (b) to read as follows: 


§ 3.73 Establishing right of assignee to take action. 
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(b) When an assignee seeks to take action in a matter before the 
Office with respect to a patent application, trademark application, 
patent, registration, or reexamination proceeding, the assignee 
must establish its ownership of the property to the satisfaction of 
the Commissioner. Ownership is established by submitting to the 
Office, in the Office file related to the matter in which action is 
sought to be taken, documentary evidence of a chain of title from 
the original owner to the assignee (e.g., copy of an executed 
assignment submitted forrecording) or by specifying (e.g., reel and 
frame number) where such evidence is recorded in the Office. The 
submission establishing ownership must be signed by a party 
authorized to act on behalf of the assignee. Documents submitted 
to establish ownership may be required to be recorded as a 
condition to permitting the assignee to take action in a matter 
pending before the Office. 


PART 5 - SECRECY OF CERTAIN INVENTIONS AND 
LICENSES TO EXPORT AND FILE APPLICATIONS IN 
FOREIGN COUNTRIES 


122. The authority citation for 37 CFR Part 5 continues to read as 
follows: 


Authority: 35 U.S.C. 6, 41, 181-188, as amended by the Patent 
Law Foreign Filing Amendments Act of 1988, Pub. L. 100-418, 
102 Stat. 1567; the Arms Export Control Act, as amended, 22 
U.S.C. 2751 et seq.; the Atomic Energy Act of 1954, as amended, 
42 U.S.C. 2011 et seq.; and the Nuclear Non-Proliferation Act of 
1978, 22 U.S.C. 3201 et seq.; and the delegations in the regulations 
under these Acts to the Commissioner (15 CFR 370.10(j), 22 CFR 
125.04, and 10 CFR 810.7). 


123. Section 5.1 and its heading are revised to read as follows: 


§ 5.1 Correspondence. 


All correspondence in connection with this part, including peti- 
tions, must be addressed to “Assistant Commissioner for Patents 
(Attention Licensing and Review), Washington, DC 20231.” 


124. Section 5.2 is amended by removing paragraphs (c) and (d) 
and revising paragraph (b) to read as follows: 
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§ 5.2 Secrecy order. 
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(b) Any request for compensation as provided in 35 U.S.C. 183 
must not be made to the Patent and Trademark Office, but directly 
to the department or agency which caused the secrecy order to be 
issued. 


125. Section 5.3 is amended by revising paragraph (c) to read as 
follows: 


§ 5.3 Prosecution of application under secrecy orders; with- 
holding patent. 
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(c) When the national application is found to be in condition for 
allowance except for the secrecy order the applicant and the 
agency which caused the secrecy order to be issued will be 
notified. This notice (which is not a notice of allowance under § 
1.311 of this chapter) does not require reply by the applicant and 
places the national application in a condition of suspension until 
the secrecy order is removed. When the secrecy order is removed 
the Patent and Trademark Office will issue a notice of allowance 
under § 1.311 of this chapter, or take such other action as may then 
be warranted. 
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126. Section 5.4 is amended by revising paragraphs (a) and (d) to 
read as follows: 


§ 5.4 Petition for rescission of secrecy order. 


(a) A petition for rescission or removal of a secrecy order may 
be filed by, or on behalf of, any principal affected thereby. Such 
petition may be in letter form, and it must be in duplicate. 
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(d) Appeal to the Secretary of Commerce, as provided by 35 
U.S.C. 181, from a secrecy order cannot be taken until after a 
petition for rescission of the secrecy order has been made and 
denied. Appeal must be taken within sixty days from the date of 
the denial, and the party appealing, as well as the department or 
agency which caused the order to be issued, will be notified of the 
time and place of hearing. 


127. Section 5.5 is amended by revising paragraphs (b) and (e) to 
read as follows: 


§ 5.5 Permit to disclose or modification of secrecy order. 
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(b) Petitions for a permit or modification must fully recite the 
reason or purpose for the proposed disclosure. Where any pro- 
posed disclosee is known to be cleared by a defense agency to 
receive classified information, adequate explanation of such clear- 
ance should be made in the petition including the name of the 
agency or department granting the clearance and the date and 
degree thereof. The petition must be filed in duplicate. 
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(e) Organizations requiring consent for disclosure of applica- 
tions under secrecy order to persons or organizations in connection 
with repeated routine operation may petition for such consent in 
the form of a general permit. To be successful such petitions must 
ordinarily recite the security clearance status of the disclosees as 
sufficient for the highest classification of material that may be 
involved. 


128. Section 5.6 is removed and reserved. 
§ 5.6 [Reserved] 


129. Section 5.7 is removed and reserved. 
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§ 5.7 [Reserved] 
130. Section 5.8 is removed and reserved. 
§ 5.8 [Reserved] 


131. Section 5.11 is amended by revising paragraphs (b), (c) and 
(e)(3) to read as follows: 


§ 5.11 License for filing in a foreign country an application on 
an invention made in the United States or for transmitting 
international application. 
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(b) The license from the Commissioner of Patents and Trade- 
marks referred to in paragraph (a) would also authorize the export 
of technical data abroad for purposes relating to the preparation, 
filing or possible filing and prosecution of a foreign patent 
application without separately complying with the regulations 
contained in 22 CFR Parts 121] through 130 (International Traffic 
in Arms Regulations of the Department of State), 15 CFR Part 779 
(Regulations of the Office of Export Administration, International 
Trade Administration, Department of Commerce) and 10 CFR Part 
810 (Foreign Atomic Energy Programs of the Department of 
Energy). 


(c) Where technical data in the form of a patent application, or 
in any form, is being exported for purposes related to the 
preparation, filing or possible filing and prosecution of a foreign 
patent application, without the license from the Commissioner of 
Patents and Trademarks referred to in paragraphs (a) or (b) of this 
section, or on an invention not made in the United States, the 
export regulations contained in 22 CFR Parts 120 through 130 
(International Traffic in Arms Regulations of the Department of 
State), 15 CFR Parts 768-799 (Export Administration Regulations 
of the Department of Commerce) and 10 CFR Part 810 (Assistance 
to Foreign Atomic Energy Activities Regulations of the Depart- 
ment of Energy) must be complied with unless a license is not 
required because a United States application was on file at the time 
of export for at least six months without a secrecy order under § 
5.2 being placed thereon. The term “exported” means export as it 
is defined in 22 CFR Part 120, 15 CFR Part 779 and activities 
covered by 10 CFR Part 810. 
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(3) For subsequent modifications, amendments and supplements 
containing additional subject matter to, or divisions of, a foreign 
patent application if: 


(i) A license is not, or was not, required under paragraph (e)(2) 
of this section for the foreign patent application; 


(ii) The corresponding United States application was not re- 
quired to be made available for inspection under 35 U.S.C. 181; 
and 


(iii) Such modifications, amendments, and supplements do not, 
or did not, change the general nature of the invention in a manner 
which would require any corresponding United States application 
to be or have been available for inspection under 35 U.S.C. 181. 
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132. Section 5.12 is amended by revising paragraph (b) to read as 
follows: 


§ 5.12 Petition for license. 
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(b) Petitions for license should be presented in letter form, and 
must include the petitioner's address and full instructions for 
delivery of the requested license when it is to be delivered to other 


U.S. PATENT AND TRADEMARK OFFICE 


1243 TMOG 581 
(141) 


than the petitioner. If expedited handling of the petition under this 
paragraph is sought, the petition must also include the fee set forth 
in § 1.17(h). 


133. Section 5.13 is revised to read as follows: 


§ 5.13 Petition for license; no corresponding application. 


If no corresponding national or international application has been 
filed in the United States, the petition for license under § 5.12(b) 
must also be accompanied by a legible copy of the material upon 
which a license is desired. This copy will be retained as a measure 
of the license granted. 


134. Section 5.14 is amended by revising paragraph (a) to read as 
follows: 


§ 5.14 Petition for license; corresponding U.S. application. 


(a) When there is a corresponding United States application on 
file, a petition for license under § 5.12(b) must also identify this 
application by application number, filing date, inventor, and title, 
but a copy of the material upon which the license is desired is not 
required. The subject matter licensed will be measured by the 
disclosure of the United States application. 
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135. Section 5.15 is amended by revising paragraph (a), (b). (c) 
and (e) to read as follows: 


§ 5.15 Scope of license. 


(a) Applications or other materials reviewed pursuant to §§ 5.12 
through 5.14, which were not required to be made available for 
inspection by defense agencies under 35 U.S.C. 181, will be 
eligible for a license of the scope provided in this paragraph. This 
license permits subsequent modifications, amendments, and 
supplements containing additional subject matter to, or divisions 
of, a foreign patent application, if such changes to the application 
do not alter the general nature of the invention in a manner which 
would require the United States application to have been made 
available for inspection under 35 U.S.C. 181. Grant of this license 
authorizing the export and filing of an application in a foreign 
country or the transmitting of an international application to any 
foreign patent agency or international patent agency when the 
subject matter of the foreign or international application corre- 
sponds to that of the domestic application. This license includes 
authority: 


(1) To export and file all duplicate and formal application papers 
in foreign countries or with international agencies: 


(2) To make amendments, modifications, and supplements, 
including divisions, changes or supporting matter consisting of the 
illustration, exemplification, comparison, or explanation of subject 
matter disclosed in the application; and 


(3) To take any action in the prosecution of the foreign or 
international application provided that the adding of subject matter 
or taking of any action under paragraphs (a)(1) or (2) of this 
section does not change the general nature of the invention 
disclosed in the application in a manner which would require such 
application to have been made available for inspection under 35 
U.S.C. 181 by including technical data pertaining to: 


(i) Defense services or articles designated in the United States 
Munitions List applicable at the time of foreign filing, the 
unlicensed exportation of which is prohibited pursuant to the Arms 
Export Control Act, as amended, and 22 CFR Parts 121 through 
130; or 


(ii) Restricted Data, sensitive nuclear technology or technology 
useful in the production or utilization of special nuclear material or 
atomic energy, dissemination of which is subject to restrictions of 
the Atomic Energy Act of 1954, as amended, and the Nuclear 
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Non-Proliferation Act of 1978, as implemented by the regulations 
for Unclassified Activities in Foreign Atomic Energy Programs, 10 
CFR Part 810, in effect at the time of foreign filing. 


(b) Applications or other materials which were required to be 
made available for inspection under 35 U.S.C. 181 will be eligible 
for a license of the scope provided in this paragraph. Grant of this 
license authorizes the export and filing of an application in a 
foreign country or the transmitting of an international application 
to any foreign patent agency or international patent agency. 
Further, this license includes authority to export and file all 
duplicate and formal papers in foreign countries or with foreign 
and international patent agencies and to make amendments, 
modifications, and supplements to, file divisions of, and take any 
action in the prosecution of the foreign or international application, 
provided subject matter additional to that covered by the license is 
not involved. 


(c) A license granted under § 5.12(b) pursuant to § 5.13 or § 5.14 
shall have the scope indicated in paragraph (a) of this section, if it 
is so specified in the license. A petition, accompanied by the 
required fee (§ 1.17(h)), may also be filed to change a license 
having the scope indicated in paragraph (b) of this section to a 
license having the scope indicated in paragraph (a) of this section 
No such petition will be granted if the copy of the material filed 
pursuant to § 5.13 or any corresponding United States application 
was required to be made available for inspection under 35 U.S.C. 
181. The change in the scope of a license will be effective as of the 
date of the grant of the petition. 


(e) Any paper filed abroad or transmitted to an international 
patent agency following the filing of a foreign or international 
application which changes the general nature of the subject matter 
disclosed at the time of filing in a manner which would require 
such application to have been made available for inspection under 
35 U.S.C. 181 or which involves the disclosure of subject matter 
listed in paragraphs (a)(3)(i) or (ii) of this section must be 
separately licensed in the same manner as a foreign or interna- 
tional application. Further, if no license has been granted under § 
5.12(a) on filing the corresponding United States application, any 
paper filed abroad or with an international patent agency which 
involves the disclosure of additional subject matter must be 
licensed in the same manner as a foreign or international applica- 
ton. 


136. Section 5.16 is removed and reserved. 

§ 5.16 [Reserved] 

137. Section 5.17 is removed and reserved. 

§ 5.17 [Reserved] 

138. Section 5.18 is revised to read as follows: 

§ 5.18 Arms, ammunition, and implements of war. 


(a) The exportation of technical data relating to arms, ammuni- 
tion, and implements of war generally is subject to the Interna- 
tional Traffic in Arms Regulations of the Department of State (22 
CFR Parts 120 through 130); the articles designated as arms, 
ammunitions, and implements of war are enumerated in the U.S. 
Munitions List (22 CFR Part 121). However, if a patent applicant 
complies with regulations issued by the Commissioner of Patents 
and Trademarks under 35 U.S.C. 184, no separate approval from 
the Department of State is required unless the applicant seeks to 
export technical data exceeding that used to support a patent 
application in a foreign country. This exemption from Department 
of State regulations is applicable regardless of whether a license 
from the Commissioner is required by the provisions of § 5.11 and 
§ 5.12 (22 CFR Part 125). 
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(b) When a patent application containing subject matter on the 
Munitions List (22 CFR Part 121) is subject to a secrecy order 
under § 5.2 and a petition is made under § 5.5 for a modification 
of the secrecy order to permit filing abroad, a separate request to 
the Department of State for authority to export classified informa- 
tion is not required (22 CFR Part 125) 


139. Section 5.19 is revised to read as follows 
§ 5.19. Export of technical data. 


(a) Under regulations (15 CFR 770.10(j)) established by the 
Department of Commerce, a license is not required in any case to 
file a patent application or part thereof in a foreign country if the 
foreign filing is in accordance with the regulations (§§ 5.11 
through 5.25) of the Patent and Trademark Office. 


(b) An export license is not required for data contained in a 
patent application prepared wholly from foreign-origin technical 
data where such application is being sent to the foreign inventor to 
be executed and returned to the United States for subsequent filing 
in the U.S. Patent and Trademark Office (15 CFR 779A.3(e)). 


140. Section 5.20 is revised to read as follows: 


§ 5.20 Export of technical data relating to sensitive nuclear 
technology. 


Under regulations (10 CFR 810.7) established by the United States 
Department of Energy, an application filed in accordance with the 
regulations (§§ 5.11 through 5.25) of the Patent and Trademark 
Office and eligible for foreign filing under 35 U.S.C. 184, is 
considered to be information available to the public in published 
form and a generally authorized activity for the purposes of the 
Department of Energy regulations 

141. Section 5.25 is amended by removing paragraph (c). 

142. Section 5.31 is removed and reserved. 
§ 5.31 [Reserved] 

143. Section 5.32 is removed and reserved. 
§ 5.32 [Reserved] 

144. Section 5.33 is removed and reserved. 


§ 5.33 [Reserved] 


PART 7 - REGISTER OF GOVERNMENT INTERESTS IN 
PATENTS 


145. Part 7 is removed and reserved. 
§ Part 7 [Reserved] 


PART 10 - REPRESENTATION OF OTHERS BEFORE THE 
PATENT AND TRADEMARK OFFICE 


146. The authority citation for 37 CFR Part 10 continues to read as 
follows: 


Authority: 5 U.S.C. 500, 15 U.S.C. 1123; 35 U.S.C. 6, 31, 32, 41. 
147. Section 10.18 and its heading are revised to read as follows: 


§ 10.18 Signature and certificate for correspondence filed in 
the Patent and Trademark Office. 


(a) For all documents filed in the Office in patent, trademark, 
and other non-patent matters, except for correspondence that is 
required to be signed by the applicant or party, each piece of 
correspondence filed by a practitioner in the Patent and Trademark 
Office must bear a signature, personally signed by such practitio- 
ner, in compliance with § 1.4(d)(1) of this chapter. 
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(b) By presenting to the Office (whether by signing, filing, 
submitting, or later advocating) any paper, the party presenting 
such paper, whether a practitioner or non-practitioner, is certifying 
that - 


(1) All statements made therein of the party's own knowledge 
are true, all statements made therein on information and belief are 
believed to be true, and all statements made therein are made with 
the knowledge that whoever, in any matter within the jurisdiction 
of the Patent and Trademark Office, knowingly and willfully 
falsifies, conceals, or covers up by any trick, scheme, or device a 
material fact, or makes any false, fictitious or fraudulent state- 
ments or representations, or makes or uses any false writing or 
document knowing the same to contain any false, fictitious or 
fraudulent statement or entry, shall be subject to the penalties set 
forth under 18 U.S.C. 1001, and that violations of this paragraph 
may jeopardize the validity of the application or document, or the 
validity or enforceability of any patent, trademark registration, or 
certificate resulting therefrom; and 


(2) To the best of the party's knowledge, information and belief, 
formed after an inquiry reasonable under the circumstances, that- 


(i) The paper is not being presented for any improper purpose, 
such as to harass someone or to cause unnecessary delay or 
needless increase in the cost of prosecution before the Office; 


(ii) The claims and other legal contentions therein are warranted 
by existing law or by a nonfrivolous argument for the extension, 
modification, or reversal of existing law or the establishment of 
new law: 


(iii) The allegations and other factual contentions have eviden- 
tiary support or, if specifically so identified, are likely to have 
evidentiary support after a reasonable opportunity for further 
investigation or discovery; and 


(iv) The denials of factual contentions are warranted on the 
evidence, or if specifically so identified, are reasonably based on a 
lack of information or belief. 


(c) Violations of paragraph (b)(1) of this section by a practitio- 
ner or non-practitionermay jeopardize the validity of the applica- 
tion or document, or the validity or enforceability of any patent, 
trademark registration, or certificate resulting therefrom. Viola- 
tions of any of paragraphs (b)(2)(i) through (iv) of this section are. 
after notice and reasonable opportunity to respond, subject to such 
sanctions as deemed appropriate by the Commissioner, or the 
Commissioner's designee, which may include, but are not limited 
to, any combination of - 


(1) Holding certain facts to have been established: 
(2) Returning papers: 


(3) Precluding a party from filing a paper. or presenting or 
contesting an issue: 


(4) Imposing a monetary sanction; 


(5) Requiring a terminal disclaimer for the period of the delay: 
or 


(6) Terminating the proceedings in the Patent and Trademark 
Office 


(d) Any practitioner violating the provisions of this section may 
also be subject to disciplinary action. See § 10.23(c\15) 


148. Section 10.23 is amended by revising paragraph (c)(15) to 
read as follows: 


§ 10.23 Misconduct. 
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(15) Signing a paper filed in the Office in violation of the 
pro-visions of § 10.18 or making a scandalous or indecent 
statement in a paper filed in the Office. 


eK KK 


September 26, 1997 BRUCE A. LEHMAN 


Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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(142) Changes In Practice In Supplying 


Certified Copies And Filing Receipts 


For many years, all newly filed patent applications were 
microfilmed by the Patent and Trademark Office (PTO) after all 
required parts of the applications were received. Since a certified 
copy of an application was supplied from the microfilm record, 
when available, the certified copy typically included a copy of the 
signed oath/declaration required by 37 CFR § 1.63. Recently, 
however, the PTO began phasing out the old microfilm process in 
favor of a new electronic Patent Image Capture System (PICS). 
Under the PICS, newly filed patent application papers are optically 
scanned and an electronic image file is saved in a secure electronic 
data base which is accessible only to certain authorized PTO 
employees. In addition, instead of waiting until any required, but 
missing, parts of the applications are received, the scanning will 
take place as soon as the applications are found to meet the 
minimum requirements for granting a filing date under 37 CFR § 
1.53(b). This means that these newly filed applications may be 
scanned before basic filing fees and/or oaths/declarations are 
received. 


During the initial pilot phase, a small percentage of newly filed 
patent applications were both microfilmed under the old process 
and optically scanned using the new PICS to test the scanning 
process, After the initial pilot confirmed the viability of the PICS 
system, new applications have been either scanned or microfilmed, 
and the Office plans to increase the percentage of applications 
being scanned until all newly filed patent applications are scanned 
and no applications are microfilmed. The PICS system should be 
fully implemented by the end of May 1997. The new electronic 
data base is presently being used to supply certified copies of 
newly filed patent applications, if the electronic data base contains 
the particular patent application for which a certified copy is 
requested. 


In conjunction with the implementation of the PICS, the Office 
of Initial Patent Examination (OIPE) has instituted new procedures 
for issuing filing receipt notices to all new patent applications that 
meet the minimum requirements for granting a filing date under 37 
CFR § 1.53(b). Previously, a filing receipt was issued only after the 
patent application met all requirements necessary for the applica- 
tion to begin examination. Thus, the issuance of the filing receipt 
(and the corresponding notification of granting of the foreign filing 
license) was delayed whenever either a “Notice Of Omitted 
Item(s)” or a “Notice To File Missing Parts” was mailed in the 
application. Under OIPE’s new procedures, the PTO will begin 
issuing filing receipts at the time a determination is made that the 
application meets the minimum requirements to receive a filing 
date. The filing receipt will provide the same bibliographic 
information as before when the information is available in the 
application as filed. A “Notice Of Omitted Item(s)” or a “Notice To 
File Missing Parts,” if needed, will be mailed separately. Exami- 
nation of the application wil! not begin until all the required parts 
(e.g., filing fee and oath/declaration) are received. 37 CFR § 
1.53eM1) 


As a result of the above changes in practice, applicants may 
notice that a certified copy supplied by the PTO of a newly filed 
patent application may or may not include a copy of the signed 
oath or declaration, depending on when the oath or declaration was 
filed in the PTO and on whether the application was scanned or 
microfilmed. Applicants are reminded, however, that a copy of the 
signed oath or declaration is not required to comply with the 
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requirements of the Paris Convention. Copies of individual papers 
filed after the application filing date, e.g., an oath/declaration or a 
preliminary amendment, will be supplied separately upon request 
at the published fee. See 37 CFR § 1.19(b) 3). If a petition for a 
later filing date under 37 CFR § 1.182 is granted, a new filing 
receipt will be issued. A certified copy of the application supplied 
after the petition has been granted will include both the papers 
actually filed on the original deposit date as well as the page/figure 
supplied on the later filing date of the application 


In order to further reduce the time for processing requests for 
certified copies, the PTO is waiving, sua sponte, the requirements 
of 37 CFR §§ 1.53(d)(1), (d)(2) and 1.59 for payment of either the 
basic filing fee or the processing and retention fee in an application 
before any copies of the application will be provided by the PTO. 
Effective immediately, copies of an application will now be 
provided by the PTO upon request at the usual cost without regard 
to whether the basic filing fee or the processing and retention fee 
has been paid in the application. While copies of an application 
will now be provided without regard to whether the basic filing fee 
or the processing and retention fee has been paid, the basic filing 
fee or the processing and retention fee must still be paid in a 
nonprovisional application, if any claim for benefits under 35 
U.S.C. §§ 120, 121, or 365(c) based on that application is made in 
a subsequently filed copending nonprovisional application. 37 
CFR § 1.78(a)(1). For any claim to be made under 35 U.S.C. § 
119(e) based on a prior copending provisional patent application, 
the basic filing fee must still be paid in the provisional application. 
37 CFR § 1.78(a)(3). 


Applicants are also reminded that requests for certified copies of 
applications should not be requested until the filing receipt is 
received. Also, if the individual requesting the certified copy is not 
a named inventor, an attorney or agent of record, or an assignee of 
record, the certified copy will only be supplied by mailing the 
certified copy to the correspondence address provided in the 
application. 


These changes in practice should reduce delays in the issuance 
of filing receipt notices and enable the Certification Division to 
supply certified copies of the application, as filed, more promptly 
after the filing receipt is received. 


Questions regarding the change in procedure relating to filing 
receipts should be directed to OIPE’s Customer Service Center at 
(703) 308-1202. 


Questions regarding the change in procedure relating to certified 
copies should be directed to the Certification Division at (703) 
308-9700 or E-mail address: certdiv@uspto.gov. 

May 13, 1997 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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Training and Implementation Guide 
for the Final Rule entitled 
“Changes to Patent Practice and Procedure” 


The U. S. Patent and Trademark Office (PTO), announces the 
availability of the Training and Implementation Guide for the 
Final Rule entitled “Changes to Patent Practice and Procedure.” 
The Training and Implementation Guide will be offered for sale in 
paper for $40 per copy or on CD-ROM for $50 per copy. 
Information contained in the Training and Implementation Guide 
is also available at no cost on the PTO’s Web site at www.usp- 
to.gov. 


A Notice of Proposed Rulemaking entitled “1996 Changes to 
Patent Practice and Procedure” was published in the Federal 
Register at 61 Fed. Reg. 49819 (September 23, 1996), and in the 
Official Gazette at 1191 Off. Gaz. Pat. Office 105 (October 22, 
1996). A Final Rule (entitled “Changes to Patent Practice and 
Procedure”) adopting a number of changes proposed in the Notice 
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of Proposed Rulemaking has been published in the Federal 
Register and the Official Gazette. The changes made by the Final 
Rule became effective on December |, 1997. 


Among the changes to the rules of practice included in the Final 
Rule are: 


1) New procedures for filing continuation and divisional appli- 
cations, including a new streamlined filing procedure (continued 
prosecution application or CPA); 

2) Simplified requirements for oaths or declarations in reissue 
applications; 

3) Simplified requirements for establishing lack of deceptive 
intent in petition practice, and in the filing of papers correcting 
improperly asserted small entity status; 

4) Elimination of unnecessary requirements, such as certain 
types of petitions to correct inventorship under 37 C.F.R. § 1.48(a); 

5) Changes in appeal practice, such as limitations on new 
grounds of rejection and increased admissibility of reply briefs; 

6) New time frames for replies to Office actions, and for the 
revival of abandoned applications, and simplification of petitions 
for an extension of time: 

7) Changes in the manner of naming inventors, for correction of 
inventorship errors, and for establishing small entity status in 
continuing and reissue applications; and 

8) Provisions for multiple prior art protests by a single party. 


The Training and Implementation Guide will contain: 


1) The text of the entire Final Rule as published in the Federal 
Register, which includes the revised rule language, the preamble 
portion explaining the revisions, and an Index to the Final Rule; 

2) A rule-by-rule summary and three by-topic summaries (four 
summaries in total), the three by-topic summaries including a 
two-page highlights of the significant revisions, a condensed 
summary of the significant revisions, and a detailed summary of 
the revisions; 

3) Selected revised forms for filing applications; 

4) An extensive set of Questions and Answers; 

5) Copies of presentation slides developed for examiner training 
sessions, including slides comparing the old and new requirements 
for filing applications; and 

6) A section on amendments in reissues and reexaminations 


Order forms are available at the Reception Desk, Patent Search 
Room, Crystal Plaza 3, Rm. 1A01; on the PTO’s Web site; and by 
calling the Office of Electronic Information Products (OEIP) at 
703-306-2600. 


Those wishing to place orders should submit an order form, 
& 
together with payment or payment authorization, to: 


U.S. Patent and Trademark Office 

Office of Electronic Information Products 
Crystal Park 3 - Suite 441 

Washington, D.C. 20231 


Orders will also be taken by facsimile at 703-306-2737, or in 
person by OEIP in Crystal Park 3-Suite 411, Arlington, Va. 22202. 


Payments should be by check or money order payable to the 
Commissioner of Patents and Trademarks, or, with authorization, 
charged to a PTO deposit account, VISA® or MasterCard®. 
Notebooks and CD-ROMs will be mailed by first-class mail to 
addresses in the United States, Canada, and Mexico, and by 
airmail to all other addresses; or, at the requestor’s expense, by 
FedEx. 

October 8, 1997 STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 
Patent Policy and Projects 
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(144) Guidelines Concerning the Implementation of 
Changes to 35 USC 102(g) and 103(c) and the 
Interpretation of the Term “Original Application” 


in the American Inventors Protection Act of 1999 


On November 29, 1999, the American Inventors Protection Act 
of 1999 (hereinafter “Act”) was enacted.' This notice addresses 
several of the changes created by the Act which do not require 
rulemaking to implement. First, the Patent and Trademark Office 
(PTO) is hereby setting forth guidelines to establish its interpre- 
tation of the changes made to 35 U.S.C. 102(g) and 103(c). 
Second, the PTO is hereby setting forth an interpretation of the 
term “original application” to clarify the application of the Option 
Inter Partes Reexamination Procedure created in Subtitle F of the 
Act. Further, this notice instructs patent examiners and the public 
on how to implement these changes and addresses situations that 
are anticipated to arise in the future. 


An O.G. notice stating the PTO’s interpretation of 35 U.S.C. 
102(e) as amended by the Act is expected to be published in the 
near future. The notice will also include guidelines for implement- 
ing the amended § 102(e) and illustrative examples. 


1 Guidelines To Implement Changes in 35 U.S.C. 102(g) 


Section 4806 of the Act amended 35 U.S.C. 102(g) to read as 
follows: 


A person shall be entitled to a patent unless- 


(g)(1) during the course of an interference conducted under 
section 135 or section 291, another inventor involved therein 
establishes, to the extent permitted in section 104, that before such 
person’s invention thereof the invention was made by such other 
inventor and not abandoned, suppressed or concealed, or (2) 
before such person’s invention thereof, the invention was made in 
this country by another inventor who had not abandoned, sup- 
pressed or concealed it. In determining priority of invention under 
this subsection, there shall be considered not only the respective 
dates of conception and reduction to practice of the invention, but 
also the reasonable diligence of one who was first to conceive and 
last to reduce to practice, from a time prior to conception by the 
other. 


The effective date of this change to § 102(g) is the date of 
enactment, November 29, 1999. Amended § 102(g) will apply to 
all interference proceedings involving applications pending on 
November 29, 1999 since this change merely ratifies an existing 
interpretation of the law. The significant features resulting from 
this amendment to § 102(g) are the following: 


(1) Amended § 102(g) makes it explicitly clear that a party 
involved in an interference proceeding under 35 U.S.C 135 or 291 
may establish a date of invention under § 104. 35 U.S.C. 104, as 
amended by GATT (Public Law 103-465, 108 Stat. 4809 (1994)) 
and NAFTA (Public Law 103-182, 107 Stat. 2057 (1993)), permits 
a party to establish a date of invention in a NAFTA member 
country on or after December 8, 1993 or in WTO member country 
other than a NAFTA member country on or after January |, 1996. 


(2) Apart from interference proceedings under 35 U.S.C. 135(a), 
and ex parte examination following an interference to enforce the 
judgment in the interference and the estoppel provisions of 37 
CFR 1.658(c) [see also In re Deckler, 977 F.2d 1449, 24 USPQ2d 
1448 (Fed. Cir. 1992) (party losing interference is not entitled to 
claims to same patentable invention as count--based on estoppel) 
and Ex parte Tytgat, 225 USPQ 907 (Bd. App. 1985) (same)], 
evidence of a date of invention ina NAFTA or WTO country other 
than the United States will not be considered prior art under § 
102(g), as amended. 


(3) No change is anticipated in 37 CFR 1.131 practice, which 
will continue to require diligence until reduction to practice. In re 
Eickmeyer, 602 F.2d 974, 202 USPQ 655 (CCPA 1979), states that 
Rule 131 practice is not necessarily controlled by the laws 
pertaining to interference. In addition, through a Rule 131 affida- 
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vit, parties will be able to continue to show evidence of the date of 
invention in a NAFTA member country and a WTO member 
country to the extent permitted by 35 U.S.C. 104. 


Implementation Steps As to Amended 35 U.S.C. 102(g) 


Since the amendment to 102(g) merely ratifies an existing 
interpretation of the law, no changes in practice are needed. 


Il. Guidelines To Implement Changes in 35 U.S.C. 103(c) 


Section 4807 of the Act amended 35 U.S.C. 103(c) to read as 
follows: 


(c) Subject matter developed by another person, which qualifies 
as prior art only under one or more of subsections (e), (f), and (g) 
of section 102 of this title, shall not preclude patentability under 
this section where the subject matter and the claimed invention 
were, at the time the invention was made, owned by the same 
person or subject to an obligation of assignment to the same 
person. 


This change to § 103(c) applies to any patent application filed 
on or after the date of enactment, November 29, 1999. American 
Inventors Protection Act of 1999, Pub. L. No. 106-113, Sec. 
4807(b). This amendment to § 103(c) does not apply to any 
application filed before November 29, 1999, any request for 
examination under 37 CFR 1.129 of such an application nor any 
request for continued examination, which is defined in section 
4403 of the Act, of such an application. The significant features 
resulting this amendment to § 103(c) are the following: 


(1) Subject matter which was prior art under former 35 U.S.C. 
103(c) via§ 102(e) is now disqualified as prior art against the 
claimed invention if that subject matter and the claimed invention 
“were, at the time the invention was made, owned by the same 
person or subject to an obligation of assignment to the same 
person.” 


(2) The mere filing of a continuation application on or after 
November 29, 1999 will serve to exclude commonly owned § 
102(e) prior art that was applied, or could have been applied, in a 
rejection under § 103 in the parent application. For reissue 
applications, the doctrine of recapture may prevent the presenta- 
tion of claims that were cancelled or amended to overcome such 
prior art applied in the application which matured into the patent 
for which reissue is being sought. See (4) below for further 
explanation. 


(3) This amendment applies only to prior art usable in an 
obviousness rejection under § 103. Subject matter that qualifies as 
anticipatory prior art under § 102, including § 102(e), is not 
affected, and may still be used to reject claims as being anticipated. 


(4) The recapture doctrine may prevent the presentation of 
claims in reissue applications that were amended or cancelled from 
the application which matured into the patent for which reissue is 
being sought, if the claims were amended or cancelled to distin- 
guish the claimed invention from § 102(e)/103 prior art which was 
commonly owned or assigned at the time the invention was made. 


(5) The burden of establishing that subject matter is disqualified 
as prior art is placed on the patent applicants once the patent 
examiners have established a prima facie case of obviousness 
based on the subject matter. 


(6) Nonstatutory and statutory double patenting rejections, 
based on subject matter now disqualified as prior art in amended § 
103(c), may still be made by patent examiners. 


Implementation Steps As to Amended 35 U.S.C. 103(c) 

A. Applications To Be Considered. 

(1) The amendment of § 103(c) “... shall apply to any applica- 
tion for patent filed on or after the date of enactment of this Act,” 


which is November 29, 1999. Therefore, amended § 103(c) will be 
applied to all utility, design and plant patent applications filed on 
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or after November 29, 1999, including continuing applications 
filed under 37 CFR 1.53(b), continued prosecution applications 
filed under 37 CFR 1.53(d) and reissues. Reexaminations proceed- 
ings are not “any application for patent.” Therefore, this amend- 
ment to § 103(c) does not apply to reexamination proceedings. 


(2) Amended § 103(c) does not affect any application filed 
before November 29, 1999, a request for examination under 37 
CFR 1.129(a) of such an application nor a request for continued 
examination (defined in section 4403 of the Act) of such an 
application. 


B. Examination Procedure with respect to amended 103(c). 


(1) Examiners are encouraged to check the assignment records, 
which are available on the Patent Application Locating and 
Monitoring (PALM) system, for the patents and applications 
involved in any rejection to see if there is a possible common 
owner or assignee with the application being examined. Since 
examiners should always apply potentially commonly owned or 
assigned prior art, the review of assignment records is only to 
indicate to the examiner whether making one or more appropriate 
back up rejections should be considered. The assignment records 
on PALM show the execution date of any recorded assignment. 
Since applicants are not required to record assignments, however, 
these records are not the exclusive means to determine whether 
there was common ownership at the time the invention was made. 
In addition, the Office records other papers, such as employment 
contracts, which are not evidence of common ownership. There- 
fore, the examiners should be careful to refer to the box labeled 
“Brief” on the bottom of the PALM screen which provides a brief 
description of the paper recorded as stated by the applicant. 
Examiners should not fail to apply a reference believed to be 
commonly owned at the time of the invention based only upon 
the data in PALM. The assignment information in PALM, 
however, may give an examiner a warning that a reference may be 
disqualified by the applicant in the future. 


(2) Applications and patents will be considered by the examiner 
to be owned by, or subject to an obligation of assignment to, the 
same person, at the time the invention was made, if: 


(a) the applicant provides evidence that the application and 
patent files refer to assignments recorded in the PTO in accordance 
with 37 CFR 3.11 which convey the entire rights in the applica- 
tions to the same person(s) or organization(s) at the time of the 
invention; 


(b) copies of unrecorded assignments which convey the entire 
rights in the applications to the same person(s) or organization(s) 
at the time of the invention are filed in each of the applications and 
patents; 


(c) an affidavit or declaration by the common owner is filed 
which states that there was common ownership at the time the 
invention was made and explains why the affiant believes there 
was common ownership; or 


(d) other evidence is submitted which establishes common 
ownership of the applications and patents at the time the invention 
was made, e.g., a court decision determining the owner. In 
circumstances where the common owner is a corporation or other 
organization, an affidavit or declaration averring ownership may 
be signed by an official of the corporation or organization 
empowered to act on behalf of the corporation or organization. 


(3) If the application file being examined does not establish that 
it and the reference patent(s) or application(s) are owned by, or 
subject to an obligation of assignment to, the same person, at the 
time the invention was made, the examiner will: 


(a) assume the application(s) and patent(s) are not commonly 
owned; 


(b) examine the application on all grounds other than any 
conflict between the reference patent(s) or application(s) arising 
from a possible § 103 rejection based on 102(e), (f) and/or (g); 
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(c) consider the applicability of any references under § 103 
based on § 102(e), (f) and/or (g), including provisional rejections 
under 35U.S.C. 102(e)/103; and 


(d) apply the best references against the claimed invention by 
making rejections under §§ 102 and 103, including any rejections 
under § 103 based on §§ 102(e), (f) and/or (g), until such time that 
proof is submitted that the application(s) and patent(s) were 
commonly owned, at the time the invention was made (see (2) 
above). When applying any § 102(e)/103 references against the 
claims, the examiner should anticipate that an affidavit (or other 
adequate proof) averring common ownership at the time the 
invention was made may disqualify any patent or application 
applied in a rejection under § 103 based on § 102(e). If such an 
affidavit (or other adequate proof) is filed in reply to the § 
102(e)/103 rejection and the claims are not amended, the examiner 
may not make the next Office action final if a new rejection is 
made. 


(4) If the application being examined establishes that it and any 
reference patent or application were owned by, or subject to an 
obligation or assignment to, the same person, at the time the 
invention was made, the examiner will: 


(a) examine the applications as to all grounds except §§ 102(e), 
(f) and (g) as they apply through § 103, including provisional 
rejections under 35 U.S.C. 102(e)/103: 


(b) examine the applications for double patenting, including 
statutory and nonstatutory double patenting, and make a provi- 
sional rejection, if appropriate; and 


(c) invite the applicant to file a terminal disclaimer to overcome 
any provisional or actual nonstatutory double patenting rejection, 
if appropriate. 


Ill. Interpretation of the term “original application” to clarify 
the application of the Optional Inter Partes Reexamination Pro- 
cedure 


Section 4608 of the Act states the effective date and applicability 
of the Optional Inter Partes Reexamination Procedure established 
by Subtitle F of the Act. Specifically, Section 4608 states that the 
changes in Subtitle F “... shall take effect on the date of enactment 
of this Act and shall apply to any patent that issues from an 
original application filed in the United States on or after that date.” 


The phrase “original application” is interpreted to encompass 
utility, plant and design applications, including first filed applica- 
tions, continuations, divisionals, continuations-in-part, continued 
prosecution applications (CPAs) and the national stage phase of 
international applications. This interpretation is consistent with the 
use of the phrase in 35 U.S.C. 251 and the federal rules pertaining 
to reexamination. In addition, section 201.04(a) of the Manual of 
Patent Examination and Procedure (MPEP) defines an original 
application as “... an application which is not a reissue applica- 
tion.” Section 201.04(a) of the MPEP further states that “[a]n 
original application may be a first filing or a continuing applica- 
tion.” Therefore, the Optional Inter Partes Reexamination Proce- 
dure is applicable to patents which issue from all applications 
(except for reissues) filed on or after November 29, 1999. A patent 
which issued from an application filed prior to November 29, 1999 
with a request for continued examination (defined in section 4403 
of the Act) on or after May 29, 2000, however, is not eligible for 
the Optional /nter Partes Reexamination Procedure. A request for 
continued examination is not considered a filing of an application 


FOR FURTHER INFORMATION CONTACT: Jeanne Clark or 
Robert Clarke, Legal Advisors in the Special Program Law Office, 
by telephone at (703) 305-1622, by fax at (703) 305-1013, or by 
e-mail addressed to Jeanne.Clark @ USPTO. gov or 
Robert.Clarke @ USPTO. gov. 


Stephen G. Kunin 
Deputy Assistant Commissioner 
for Patent Policy and Projects 





Fesruary 20, 2001 


'The American Inventors Protection Act of 1999 is a part of the 
conference report (H. Rep. 106-479) on H.R. 3194, Consolidated 
Appropriations Act, Fiscal Year 2000. The text of the American 
Inventors Protection Act of 1999 is contained in title ITV of S. 1948, 
the Intellectual Property and Communications Omnibus Reform 
Act of 1999 (Public Law 106-113). 
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(145) Continued Prosecution Application 


(CPA) Practice 


Summary: This notice will clarify how the Patent and Trade- 
mark Office (PTO) processes requests for a continued prosecution 
application (CPA) under 37 C.F.R. § 1.53(d), indicate that patent 
examiners act on a CPA with priority, and, in addition, inform the 
public about a new PTO service to acknowledge receipt of a 
request for a CPA which has been transmitted by facsimile to the 


First: If a request for a CPA also includes an instruction and/or 
reference that is inconsistent with the CPA practice (e.g., an 
instruction “not to abandon the prior application” and/or a refer- 
ence to a “continuation-in-part CPA” and/or “CPA under 37 C.F.R. 
§ 1.53(b)”), the request will be processed by the PTO solely as a 
request for a continuation CPA under 37 C.F.R. § 1.53(d) (unless 
it is also designated as a divisional application, in which case the 
request will be processed as a request for a divisional CPA under 
37 C.FR. § 1.53(d)) and the inconsistent instruction and/or 
reference will be ignored. 


Second: The PTO will treat continuation CPAs, for examination 
priority purposes only, as if they were “amended” applications (as 
of the CPA filing date) and not as “new” applications. As 
“amended” applications generally have a shorter time frame for 
being acted on by examiners than “new” applications, this treat- 
ment (of CPAs as “amended” applications) will result in first 
Office actions being mailed in continuation CPAs much sooner 
than if they had been filed as continuations under 37 C.F.R. § 
1.53(b) (or under former 37 C.F.R. §§ 1.60 or 1.62). Therefore, 
applicants are strongly encouraged to file any preliminary amend- 
ment in a CPA at the time the CPA is filed. 


Third: The PTO shall offer, as a new service, the following: The 
PTO will acknowledge receipt of a CPA filed by facsimile 
transmission, if: (1) the CPA is accompanied by a “Receipt for 
Facsimile Transmitted CPA” (PTO/SB/29A) properly identifying 
the prior application; and (2) the CPA is transmitted by facsimile 
directly to a technology center/examining group. The PTO will 
stamp the “Receipt for Facsimile Transmitted CPA” with the date 
of receipt of the CPA and return the “Receipt for Facsimile 
Transmitted CPA” by mail to the mailing address indicated 
thereon. The CPA request form (PTO/SB/29) has been modified to 
include a separate “Receipt for Facsimile Transmitted CPA” 
(PTO/SB/29A) which must be used in order to take advantage of 
this new service. 


Discussion: Effective December |, 1997, the PTO adopted the 
CPA practice (37 C.FR. § 1.53(d)) to provide a streamlined 
procedure to obtain further examination via a continuation/divi- 
sional application. See Changes to Patent Practice and Procedure; 
Final Rule Notice, 62 Fed. Reg. 53131 (October 10, 1997), 1203 
Off. Gaz. Pat. Office 63 (October 21, 1997), and Changes to 
Continued Prosecution Application Practice; Interim Rule Notice, 
63 Fed. Reg. 5732 (February 4, 1998), 1207 Off. Gaz. Pat. Office 
83 (February 24, 1998). 


With respect to the first subject: A CPA, by definition, is an 
application filed under 37 C.F.R. § 1.53(d). The filing of a CPA is, 
by rule, a request to expressly abandon the prior application as of 
the filing date of the CPA. See 37 C.FR. § 1.53(d)(2)(v). An 
applicant may file a continuation or divisional application as a 
CPA, but a continuation-in-pan may not be filed as a CPA. See 37 
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C.FR. § 1.53(d)(1); see also 37 C.E.R. § 1.53(b)(2) (a continua- 
tion-in-part must be filed under this paragraph) and § 1.53(d)(5) 
(no amendment in a CPA may introduce new matter or matter that 
would have been new matter in the prior application). The PTO, 
however, has received a number of papers requesting a CPA, but 
also containing some instruction and/or reference that is inconsis- 
tent with the CPA practice. Since streamlined processing is the 
essence of the CPA practice, the PTO will not hold the request to 
be improper and deny a filing date to a CPA simply because it 
contains an instruction and/or reference that is inconsistent with 
the CPA practice. Rather, assuming that the request otherwise 
meets the requirements to be entitled to a filing date as a CPA (see 
37 C.ER. § 1.53(d)(1)), the inconsistent instruction and/or refer- 
ence will be ignored and the request will be processed solely as a 
request for a continuation (or divisional, if so indicated) CPA under 
37 C.FR. § 1.53(d). 


If applicant wants the PTO to disregard a previously filed 
request for a CPA (and not recognize its inherent request to 
expressly abandon the prior application) and to treat the paper as 
the filing of an application under 37 C.F.R. § 1.53(b), the applicant 
must file a petition under 37 C.F.R. § 1.182. A request to expressly 
abandon an application is not effective until the abandonment is 
acknowledged, including the express abandonment of the prior 
application of a CPA that occurs by operation of 37 C.FR. § 
1.53(d)(2)(v). See Changes to Patent Practice and Procedure; 
Training and Implementation Guide, Question and Answer 66 
(December 1997). The express abandonment of the prior applica- 
tion is acknowledged and becomes effective upon processing and 
entry of the CPA into the file of the prior application. Thus, such 
a petition under 37 C.F.R. § 1.182 should be filed expeditiously 
since the petition will not be granted once the request for a CPA 
has been entered into the prior application (and the inherent 
request to expressly abandon the prior application has been 
acknowledged). If the request for a CPA has been entered into the 
prior application by the time the petition under 37 C.F.R. § 1.182 
and the application file are before the deciding official for a 
decision on the petition, the petition will be denied. 


It is noted, however, that if the applicant intended to file a 
second application (either a continuation or a divisional) without 
abandoning the prior application, applicant can still achieve that 
result without loss of the benefit of the original filing date by: (1) 
continuing the prosecution of the original application via the CPA; 
and (2) filing a new continuation/divisional under 37 C.F.R. § 
1.53(b) claiming benefit of the CPA and its parent applications 
under 35 U.S.C. § 120 during the pendency of the CPA. 


Any (new) specification filed with a CPA request will not be 
considered pan of the original CPA papers, but will be treated as a 
submission of a substitute specification in accordance with 37 
C.F.R. § 1.125. See 37 C.FR. § 1.53(d)(5). Thus, applicant will 
have to comply with the requirements of 37 C.F.R. § 1.125(b) 
before the substitute specification will be entered into the CPA. See 
Changes to Patent Practice and Procedure; Training and Imple- 
mentation Guide, Question and Answer 61. Since 37 C.F.R. § 
1.125(b) requires that a substitute specification be accompanied 
by, inter alia, a statement that the substitute specification includes 
no new matter, any substitute specification containing new matter 
will be denied eniry by the examiner. Any preliminary amendment 
to the written description and claims, other than a substitute 
specification, filed with a CPA request will ordinarily be entered. 
Any new matter which is entered, however, will be required to be 
canceled pursuant to 35 U.S.C. § 132 from the descriptive portion 
of the specification. See Final Rule Notice, 62 Fed. Reg. at 53141, 
1203 Off. Gaz. Pat. Office at 71. Further, any claim(s) which relies 
upon such new matter for support will be rejected under 35 U.S.C. 
Z§ 112, first paragraph. See MPEP 2163.06. 


In the event that a substitute specification or preliminary 
amendment containing new matter was filed with a request for a 
CPA, applicant may file a petition under 37 C.FR. § 1.182 
requesting that the substitute specification or preliminary amend- 
ment be removed from the CPA application file, and be accorded 
the status as a separate application by being placed in a new file 
wrapper and assigned a new application number, with the new 





1243 TMOG 588 
(145) 


application being accorded a filing date as of the date the request 
for a CPA and substitute specification/preliminary amendment 
were filed. 


Of course, a request for a CPA is not improper simply because 
the request is accompanied by a substitute specification or pre- 
liminary amendment containing new matter. Thus, an applicant 
will not be entitled to a refund of the filing fee paid in a proper 
CPA as a result of the granting of a petition under 37 C.F.R. § 
1.182 requesting that the substitute specification or preliminary 
amendment be removed from the CPA application file. 


With respect to the second subject: The PTO has received 
several comments from practitioners who have been surprised at 
receiving a first Office action (in a CPA application) fairly quickly 
after filing a request for the CPA. The CPA procedure permits the 
PTO to perform all pre-examination processing of a CPA in a 
technology center/examining group to which the prior application 
is assigned, which reduces the time it takes to provide a first Office 
action in a CPA. See Final Rule Notice, 62 Fed. Reg. at 53145, 
1203 Off. Gaz. Pat. Office at 74 (response to comment 29). In 
addition, the PTO has decided to treat all continuation CPAs, for 
examination priority purposes only, as though they are amended 
applications (as of the filing date of the CPA) which generally 
results in examiners acting on the CPAs fairly quickly, as amended 
applications will ordinarily be acted on by examiners within one or 
two months of docketing of the applications to the examiners. As 
a result, continuation CPAs would be acted on by an examiner 
much sooner than if they were treated, for examination priority 
purposes, as new applications. See Final Rule Notice, 62 Fed. Reg. 
at 53144, 1203 Off. Gaz. Pat. Office at 74 (comment 27). 
Therefore, applicants are strongly encouraged to file any prelimi- 
nary amendment in a CPA at the time the CPA is filed, especially 
where the preliminary amendment is a resubmission of an amend- 
ment filed after final rejection which was denied entry via an 
advisory action in the prior application. While the PTO consis- 
tently encourages applicants to file a complete application in 
condition for examination, applicants should note that the PTO 
will not examine a CPA, or any new application, until the 
appropriate filing fee (37 C.F.R. § 1.16) has been submitted. 
Applicants should also note, however, that deposit account charge 
authorizations carry-over to a CPA from the prior application. See 
Changes to Patent Practice and Procedure; Training and Imple- 
mentation Guide, Question and Answer 39. Thus, an authorization 
in the prior application to charge all fees, fees under 37 C.F.R. § 
1.16, or filing fees to a deposit account in the prior application will 
be treated as payment of the basic filing fee (and result in a charge 
to the deposit account) in a CPA of the prior application. 


With respect to the third subject: While 37 C.FR. § 1.6(f) 
provides a remedy (if the appropriate records are maintained) in 
the event that a CPA transmitted to the PTO by facsimile is lost, the 
PTO has received several comments from practitioners indicating 
that they do not file CPAs by facsimile transmission due to the lack 
of a prompt acknowledgment of receipt of the CPA by the PTO. To 
address this concern, the PTO has decided that it will acknowledge 
receipt of requests for CPAs transmitted to the PTO by facsimile, 
if: (1) the CPA is accompanied by a “Receipt for Facsimile 
Transmitted CPA” (PTO/SB/29A) properly identifying the prior 
application; and (2) the CPA is transmitted by facsimile directly to 
a technology center/examining group. 


The PTO has modified its CPA request form (PTO/SB/29) to 
include a separate “Receipt for Facsimile Transmitted CPA” 
(PTO/SB/29A). A CPA request form (PTO/SB/29) including a 
“Receipt for Facsimile Transmitted CPA” (PTO/SB/29A) is ap- 
pended to this notice for illustrative purposes. Applicants are not 
required to use the PTO created “Receipt for Facsimile Transmit- 
ted CPA” (PTO/SB/29A), or the PTO created CPA request form 
(PTO/SB/29), when filing a CPA. The PTO, however, will ac- 
knowledge receipt of a facsimile transmitted CPA as set out in this 
notice only if the CPA is accompanied by a copy of the PTO 
created “Receipt for Facsimile Transmitted CPA” (PTO/SB/29A) 
completed by the applicant, and will not acknowledge non-PTO 
versions of a “Receipt for Facsimile Transmitted CPA.” 


OFFICIAL GAZETTE 
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A request for a CPA transmitted to the PTO by facsimile should 
be transmitted directly to the technology center/examining group 
to which the prior application is assigned. See Changes to Patent 
Practice and Procedure; Training and Implementation Guide, 
Question and Answer 44. In order to encourage applicants to 
transmit CPA requests directly to the technology centers/examin- 
ing groups, the PTO will only acknowledge receipt of a CPA 
request filed by facsimile transmission where the CPA request is 
transmitted directly to a technology center/examining group. 


All PTO forms, including the CPA request form (PTO/SB/29) 
and “Receipt for Facsimile Transmitted CPA” (PTO/SB/29A), are 
available on the PTO Home Page, either individually or in a single 
zip-compressed file from the PTO ftp server at ftp://ftp.uspto.gov/ 
pub/forms/. Individual forms for patent and trademark submissions 
can also be requested from 800-PTO-8199 or 703-308-HELP. A 
specimen book of Patent Forms can be purchased for $25 from the 
Office of Electronic Information Products, telephone number 
703-306-2600. 


Applicants filing a CPA by facsimile transmission may include 
a “Receipt for Facsimile Transmitted CPA” (PTO/SB/29A) con- 
taining a mailing address and identifying information (e.g., the 
prior application number, filing date, title, first named inventor) 
with the request for a CPA. The PTO will: (1) separate the 
“Receipt for Facsimile Transmitted CPA” from the CPA request 
papers; (2) date-stamp the “Receipt for Facsimile Transmitted 
CPA”; (3) verify that the identifying information provided by the 
applicant on the “Receipt for Facsimile Transmitted CPA” is the 
same information provided on the accompanying request for a 
CPA; and (4) mail the “Receipt for Facsimile Transmitted CPA” to 
the mailing address provided on the “Receipt for Facsimile 
Transmitted CPA.” The “Receipt for Facsimile Transmitted CPA” 
cannot be used to acknowledge receipt of any paper(s) other than 
the request for a CPA. 


A returned “Receipt for Facsimile Transmitted CPA” may be 
used as prima facie evidence that a request for a CPA containing 
the identifying information provided on the “Receipt for Facsimile 
Transmitted CPA” was filed by facsimile transmission on the date 
stamped thereon by the PTO. As the PTO will verify only the 
identifying information contained on the request for a CPA, and 
will not verify whether the CPA was accompanied by other papers 
(e.g., a preliminary amendment), the “Receipt for Facsimile 
Transmitted CPA” cannot be used as evidence that papers other 
than a CPA were filed by facsimile transmission in the PTO. 
Likewise, applicant-created “receipts” for acknowledgment of 
facsimile transmitted papers (whether created for the acknowledg- 
ment of a CPA or other papers) cannot be used as evidence that 
papers were filed by facsimile in the PTO. 


Finally, applicants are cautioned not to include information on a 
“Receipt for Facsimile Transmitted CPA” that is intended for 
retention in the application file, as the PTO does not plan on 
retaining a copy of such receipts in the file of the application. 


Inquiries regarding this matter should be directed to Fred A. 
Silverberg or John F. Gonzales, Senior Legal Advisors, at (703) 
305-9285. 
August 12, 1998 STEPHAN G. KUNIN 
Deputy Assistant Commissioner 
for Patent Policy and Projects 
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Fesruary 20, 2001 U.S. PATENT AND TRADEMARK OFFICE 1243 TMOG 589 
(145) 


0902000. road 0681 O0a2 
Under the Paperwork Redu ction Act of 1095, no : PA eee Bae = 


ae. 
CONTINUED PROSECUTION APPLICATION veanee 
REQUEST TRANSMITTAL 


Sudmit an origina, and 2 duplicate for fee proce ssing. CO ou BOX, vappictie : 
(Onty ®r Continua ton or Divisional a plications under 37 C.F.R. § 1.53(¢)) DUPUCATE 














Address to: 
Assistant Commissioner for Patents 
Box CPA 
Washington, DC 20231 








Group / Ant Unt 





Express Mail Labet No. 











This is a request for a C) continuation or () divisional application under 37 C.F.R. § 1.53(d), 
(continued prosecution application (CPA)) of prior application number / 
filed on , entitled 














NOTES 


FALING QUALIFICATIONS: The prior appicaton identified above must be @ nonprovisional appication that is either. (1) 

as defined by 37 C.F.R. § 1.51(), or (2) the national stage of an intemational eppication in compliance wth 35 U.S.C. 37%. 

A Notice will be pleced on 2 patent issuing from a CPA, except for reissues and designs, to the effect that the patent issued on 2 
CPA and is subject to the twenty-year patent tenn provisions of 35 U.S.C. § 154(a)2). Therefore, the pnor application of a CPA 
roay have been filed before, on or after Aine 8, 1995. 


C+) NOT PERMITTED: A continvation-in-part application cannot be filed as 2 CPA under 37 C.F.R. § 1.53(d) but must be tied 
under 37 C.F.R § 1.53(b) 


APPLICATION: The filthy of this CPA is 2 request to expressly abandon the prior 


EXPRESS ABANDONMENT OF PRIOR 
celui us wedaais ae mere CPA. 37 C.F.R § 1.53(b) must be used to file a continuation, divisional or 
continuation-in-part of an application that is not to be abendoned. 


ACCESS TO PRIOR APPLICATION: The filing of this CPA wil be construed to inciie @ waiver of confidentially by the eppiicent 
under 35 U.S.C. 122 to the extent thet any member of the public who is enttied under the provisions of 37 C.F.R. § 2.14 to access 
to, copies of, or information concerning, the pnor appiicetion may be given similar access to, copies of, or similar information 
conceming, dis cibae aepnaiion or aetieiiaietethe taste 


35 US.C 42¢S TATEWENT: in a CPA, no reference to the prior application is needed in the first sentence of the specication and 
none should be submitted. i @ sentence referencing the pnor appication is submited, i wil not be entered. A request for a CPA 
is the spectic reference required by 35 U.S.C. 420 end ta every epplicetion essigned the application number identified in such 
Lemest 37 CFR St Zio) 











1. [] Enter the unentered amendment previously filed on 
under 37 C.F.R. § 1.116 in the prior nonprovisional application. 
2. Apreliminary amendment is enclosed. 
3. This application is filed by fewer than all the inventors named in the prior application, 37 C.F.R. § 1.53 (d)(4). 
aC) DELETE the following inventor(s) named in the prior nonprovisional application: 














b. [] The inventor(s) to be deleted are set forth on a separate sheet attached hereto. 
4. () Anew power of attorney or authorization of agent (PTO/SB81) is enclosed. 
5. Information Disclosure Statement (IDS) is enclosed: 

a O) PTo-1449 

b. [] Copies of IDS Citations 











[Page 1 of 2] 
Burden Hour Statement: This orm is estimated t take 0.4 hours to complete. Time will vary depending upon the needs of the individual case. Any 
pace 8 them tk you are required to complete this form should be sent to the Chief hn briration Officer, Patert and Trademark 
. DC 20231. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant Commissioner for 
Box PA Washington, DC 20231. 
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Underthe Paperwork Reduction Act of 1995, no persons are re quired to respond to a collection of 








CLAIMS (1) FOR (2) NUMBER FILED}; (3) NUMBER EXTRA (4) RATE (S) CALCULATIONS 


TOTAL CLAIMS 
ACERS 1.1601 -20* = x$ $ 


INDEPENDENT CLAIMS 
ACERS COHO® x$ 




















gMULTIPLE DEPENDENT CLAIMS (if applicable) 3? C.F.R.§ 1.164) ‘G._ - 
BASIC FEE 

ACER $1.19 
4 Total of above Calculations = 


Reduction by 50% for fling by small entity (Note 37 C.F R. §§ 1.9, 1.27 & 1.28) 


» Reissue claims in excess of 20 and over original patant. a 
“* Reis sue independent claims over original patant. TOTAL = 


6. Small entity status: 
a.) Asmall —_ statement is enclosed, if (b) and (c) do not apply. 


A marae ee 
b6O A smal all lent Cy pete in the prior nonprovisional application 


c.( !sno longer claimed. 


7. The Commissioner is hereby authorized to credit Penepe or charge the following fees to 
Deposit Account No. 


a. Fees required under 37 C.F.R. § 1.16. 
b.0 Fees required under 37 C.F.R. § 1.17. 
c.0 Fees required under 37 C.F.R. § 1.18. 
8. Acheck in the amount of $ is enclosed. 


9.1 New Attorney Docket Number, if desired 
[Prior application Ato mey Docuet tttum der will carryover to this CPA unless a new Altorme y OQoairet tw ber has deen pro ide d herein.} 
10 a.) Receipt For Facsimile Transmitted CPA (PT O/SB/29A) 
b.1) Return Receipt Rn sedate NR aNean hm See MPEP 503) 
11.0) Other: 
























































12 NEW | CORRESPONDENCE ADORESS 


: 
; 











C)  Castomerhtum der or Bar Code iade! i er CI ew corre sp ondence address below 





Gnsert Cust mer Mb or Altech bar code date? here) | 




















| State | 2p Code 
| _Teleplrone | Fax 


























12 SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT REQURED 
Neme _ (Print/Type) 

Sgnature 

Registration No. (ttome y/Agent) 
Oate 
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Approved for use through 00/30/2000 . ad 0061 D052 + 
Patert and Trademark yor U.S. DEPARTMENT OF ws va 
Under the Papersork Reduction Act of 1995, no persons are required to respond to a collection ofinformation un it displays a valid OMB control number. 





this RECEIPT is incteded with 2 request for a CPA Sled by facsimile 
transi ies ion, Rw ill be dat stamped and mailed to the ADDRESS ie fan 4. 





Applicent’s Mailing Address for this receipt must be 
1. ADDRESS CLEARLY PRINTED or TYPED in the box bebw. 











NOTE: By this receipt, the PT O (a) acknowledges that a 
request for a CPA was filed by facsimile transmssion on 
the date stamped below by the PTO and (b) verifies only that the application number provided 
by the applicant on this receipt i the same as the application number provided on the 
accompanying request fora CPA. This receipt CANNOT be used to acknowledge receipt of any 
paper{s) other than the request for a CPA. 








2. APPLICATION IDENTIFICATION: 
(Pro vide at least enough inform ation ib ide nii’y the app fication) 


a. For prior application 
Application No: 
Filing Date: 
Title: 
Attorney Docket No 
First Named Inventor 


b. For instant CPA application 


New Attorney Docket No: 
@ ap pitas die) 





The PTO date stamp, which appears in the box to (THIS AREA FOR PTO 0A TE STAMPUSE) 
the right, is an acknowledgement by the PTO of 
receipt of a request for a CPA filed by facsimile 
transmission on the date indicated below. 





PTO HANDLING INSTRUCTIONS: 

Pease stamp area to the right with the date the complete 
transmission of the request for @ CPA wes recewved in the PTO and 
also incksde the PTO organization name that provided the date 
stamp (stamp may include both tems). Verily that the application 
number provided by applicant on this receipt is the same as the 
application number provided by applicant on the request for @ CPA 
accompanying this recept. if there is an inconsistency between the 
application number provided on this receipt and the request for a 
CPA, strike through the inconsistent appication number provided on 
this receipt and insert the comect appication number, f possible. 
Then place in a window envelope and meil 














Burden Hour Staternent: This form is estimated to take 0.4 hours to complete. Time 
wil vary depending upon the needs of the individual case. Any comments on the 
Ce ee a eee aoe ce Chiet 
hbrirston Officer, and Trademark O fice. yee OC 20231. 00 NOT 
SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant 
Commissioner for Patents, Box Patent Application, Washington. DC 20231 
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(146) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 980108007-8131-02] 
RIN0651-AA97 


Changes to Continued Prosecution Application Practice 
AGENCY: Patent and Trademark Office, Commerce 
ACTION: Final rule 


SUMMARY: The Patent and Trademark Office (Office) is con- 
firming the amendment of its regulations that removed the require- 
ment that the prior application of a continued prosecution appli- 
cation (CPA) must have been filed on or after June 8, 1995. This 
requirement was removed in response to requests from the public. 


DATES: This final rule is effective on July 2, 1998. The interim 
rule, published at 63 FR 5732, was effective February 4, 1998. 


APPLICABILITY DATE: This rule change applies to all continued 
prosecution applications filed on or after December 1, 1997. 


FOR FURTHER INFORMATION CONTACT: Concerning 
this final rule: Hiram H. Bernstein or Robert W. Bahr, Senior Legal 
Advisors, by telephone at (703) 305-9285; or by mail addressed to: 
Box Comments-Patents, Assistant Commissioner for Patents, 
Washington, DC 20231; or by facsimile to (703) 308-6916, 
marked to the attention of Mr. Bernstein. 


Concerning § 1.53 in General: John F. Gonzales, Fred A. 
Silverberg, or Robert W. Bahr, Senior Legal Advisors, at the 
above-mentioned telephone number. 


SUPPLEMENTARY INFORMATION: Continued Prosecution 
Application (CPA) practice under § 1.53(d) was adopted to permit 
applicants to obtain further examination of an application. See 
Changes to Patent Practice and Procedure; Final Rule Notice, 62 
FR 53 13 1, 53 147 (October 10, 1997), 1203 Off. Gaz. Pat. Office 


63, 76-77 (October 21, 1997). Section 1.53(d) as adopted, effective 
December 1, 1997, required, inter alia, that the prior application of 
a CPA be filed on or after June 8, 1995. See Final Rule Notice, 62 
FR at 53186, 1203 Off. Gaz, Pat. Office at 112. Thus, if an 
application was filed before June 8, 1995, the applicant was 
required to file a continuation (or divisional) under § 1.53(b) to 
obtain further examination. 


Section 1.53(b) requires that any application filed thereunder 
(including a continuation or divisional) contain a specification 
(including at least one claim) and any necessary drawing. While § 
1.53(b) permits the submission of a rewritten specification (with 
all prior amendments incorporated), such an option is only 
practical to those who have the prior application in electronic 
form. For those applicants who do not have the pricr application in 
electronic form, their only option is to submit a copy of the prior 
application (including any appendix) along with a copy of all the 
amendments made in the prior application, as well as copies of all 
other papers filed in the prior application (e.g., information 
disclosure statements (IDSs), affidavits, declarations) that are to be 
considered in the continuing application. 


Subsequent to the adoption of the change to § 1.53(d), the Office 
received a number of comments indicating that it takes a consid- 
erable amount of time to prepare the papers required by § 1.53(b), 
even when copied from a prior application. In view of these 
concerns, the Office amended § 1.53(d)(1)(i) by an immediately 
effective interim rule to eliminate its requirement that the prior 
application of a CPA be filed on or after June 8, 1995, and 
requested public comment on this interim rule change. See 
Changes to Continued Prosecution Application Practice; Interim 
Rule Notice, 63 FR 5732 (February 4, 1998), 1207 Off: Gaz, Pat. 
Office 83 (February 24, 1998). 


The Office has received a number of comments by telephone 
expressing support for the change to § 1.53(d)(1)(i), as well as its 
immediate adoption and applicability to CPAs filed on or after 
December i, 1997 (i.e., all CPAs). The Office, however, has 
received no written comments on the change to § 1.53(d)(1)(i). 
Accordingly, the change to § 1.53(d)(1)(i) in the interim rule- 
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removal of the requirement that the prior application of a contin 
ued prosecution application (CPA) under § 1.53(d) must have been 
filed on or after June 8, 1995-is adopted as a final rule. 


As discussed in the Interim Rule Notice, no patent issuing from 
a CPA under 1.53(d) is entitled to the provisions of 35 U.S.C. 
154(c). To avoid confusion as to the term of any patent issuing on 
a CPA, other than an application for a reissue or design patent, of 
an application filed before June 8, 1995, the Office will include the 
following notice on any patent, other than a reissue or design, 
issuing on a CPA: 


This patent issued on a continued prosecution application 
filedunder 37 CFR 1.53(d), and is subject to the twenty- 
year patent termprovisions of35 U.S.C. 154(a)(2) 


The term of a design patent is fourteen years beginning on the 
date of grant as provided in 35 U.S.C. 173. The term of a reissue 
patent is the unexpired part of the term of the original patent as 
provided in 35 U.S.C. 251. Since the term of a reissue or design 
patent is not affected by the filing of a CPA, the above-mentioned 
notice will not be printed on any reissue or design patent. 


Other Considerations. 


This final rule is in conformity with the requirements of the 
Regulatory Flexibility Act (5 U.S.C. 601 et seq.). Executive Order 
12612 (October 26, 1987), and the Paperwork Reduction Act of 
1995 (44 U.S.C. 3501 et seq.). It has been determined that this 
rulemaking is not significant for the purposes of Executive Order 
12866 (September 30, 1993) 


This final rule involves a collection of information subject to the 
Paperwork Reduction Act. This final rule involves the deletion of 
the requirement which stated that the prior application of a 
continued prosecution application must have been filed on or after 
June 8, 1995. This collection of information has been previously 
approved by the Office of Management and Budget (OMB) under 
OMB Control Number 0651-0032. The public reporting burden for 
this collection of information is estimated to average 7.88 hours 
per response, including the time for reviewing instructions, search- 
ing existing data sources, gathering and maintaining the informa- 
tion. Send comments regarding this burden estimate or any other 
aspect of the data requirement, including suggestions for reducing 
the burden to Hiram H. Bernstein or Robert W. Bahr at the address 
specified above and to the Office of Information and Regulatory 
Affairs, OMB, 725 17th Street, N.W., Washington, D.C., 20503 
(Attn: PTO Desk Officer). 


Notwithstanding any other provision of law, no person is 
required to respond to nor shall a person be subject to a penalty for 
failure to comply with a collection of information subject to the 
requirements of the Paperwork Reduction Act unless that collec- 
tion of information displays a currently valid OMB Control 
Number. 


The principal impact of this final rule is to relieve a restriction 
in § 1.53(d)(1)(i) to permit applicants to file a CPA in the situation 
in which the prior application was filed before June 8, 1995. 


The Office has determined that this final rule has no Federalism 
implications affecting the relationship between the National Gov- 
ernment and the States as outlined in Executive Order 12612 
(October 26, 1987). 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Courts, Freedom of infor- 
mation, Inventions and patents, Reporting and record keeping 
requirements, Small Businesses. 

For the reasons set forth in the preamble, the interim rule 
mending 37 CFR Part | which was published at 63 FR 5732-5734 
on February 4, 1998, is adopted as a final rule without change. 
June 25, 1998 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1213 OG 105] 
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(147) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Part 1 
[Docket #: 980108007-8007-01 | 
RIN 0651-AA97 


Changes to Continued Prosecution Application Practice 
AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Interim Rule with Request for Comments. 


SUMMARY: The Patent and Trademark Office (Office) is amend- 
ing § 1.53(d)(1)(i) to remove the requirement that the prior 
application of a continued prosecution application (CPA) under § 
1.53 (d) must have been filed on or after June 8, 1995. This 
requirement is being removed in response to requests from the 
public. 


DATES: EFFECTIVE DATE: February 4, 1998. 


APPLICABILITY DATE: This rule change applies to all contin- 
ued prosecution applications filed on or after December 1, 1997. 


COMMENT DEADLINE DATE: To be ensured of consideration, 
written comments must be received on or before April 6, 1998. No 
public hearing will be held. 


ADDRESSES: Comments should be sent by mail message over 
the Internet addressed to regreform@uspto.gov. Comments may 
also be submitted by mail addressed to: Box Comments - Patents, 
Assistant Commissioner for Patents, Washington, D.C. 20231, or 
by facsimile to (703) 308-6916, marked to the attention of Hiram 
H. Bernstein. Although comments may be submitted by mail or 
facsimile, the Office prefers to receive comments via the Internet. 
Where comments are submitted by mail, the Office would prefer 
that the comments be submitted on a DOS formatted 3 1/4 inch 
disk accompanied by a paper copy. 


The comments will be available for public inspection in Suite 520, 
of One Crystal Park, 2011 Crystal Drive, Arlington, Virginia, and 
will be available through anonymous file transfer protocol (ftp) via 
the Internet (address: ftp.uspto.gov). Since comments will be made 
available for public inspection, information that is not desired to be 
made public, such as an address or phone number, should not be 
included in the comments. 


FOR FURTHER INFORMATION CONTACT: Concerning 
this Interim Rule: Hiram H. Bernstein or Robert W. Bahr, Senior 
Legal Advisors, by telephone at (703) 305-9285, or by mail 
addressed to: Box Comments-Patents, Assistant Commissioner for 
Patents, Washington, D.C. 20231, or by facsimile to (703) 308- 
6916, marked to the attention of Mr. Bernstein. 


Concerning § 1.53 in General: John F. Gonzales, Fred A. Silver- 
berg, or Robert W. Bahr, Senior Legal Advisors, at the above- 
mentioned telephone number. 


SUPPLEMENTARY INFORMATION: Section 1.53(d), as 
amended on December 1, 1997, provides for the filing of a 
continued prosecution application (CPA). See Changes to Patent 
Practice and Procedure; Final Rule, 62 FR 53131 (October 10, 
1997), 1203 Off. Gaz. Pat. Office 63 (October 21, 1997) (Final 
Rule). Section 1.53(d)(1)(i) requires, inter alia, that the prior 
application of a CPA under |.53(d) had been filed on or after June 
8, 1995. See Final Rule, 62 FR at 53186, 1203 Off. Gaz. Pat. Office 
at 112. The rationale for this requirement was: 


Permitting the continued prosecution application practice to be 
applicable in instances in which the prior application was filed 
prior to June 8, 1995, would result in confusion as to whether the 
patent issuing from the continued prosecution application is 
entitled to the provisions of 35 U.S.C. 154(c). As the continued 
prosecution application practice was not in effect prior to June 8, 
1995, no patent issuing from a continued prosecution application 
is entitled to the provisions of 35 U.S.C. 154(c). 
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[The] application number of a continued prosecution application 
will be the application number of the prior application, and the 
filing date indicated on any patent issuing from a continued 
prosecution application will be the filing date of the prior appli- 
cation (or, in a chain of continued prosecution applications, the 
filing date of the application immediately preceding the first 
continued prosecution application in the chain). Thus, any patent 
issuing from a continued prosecution application, where the prior 
application was filed prior to June 8, 1995, will indicate that the 
filing date of the application for that patent was prior to June 8, 
1995, which will confuse the public (and possible [sic] the 
patentee) into believing that such patent is entitled to the provi- 
sions of 35 U.S.C. 154(c). 


See Final Rule, 62 FR at 53144, 1203 Off. Gaz. Pat. Office at 74 
(response to comment 25). 


The rules of practice formerly permitted an applicant to obtain 
further examination by the filing of a file wrapper continuing 
(FWC) application under § 1.62. Effective December 1, 1997, 
however, FWC practice under § 

1.62 was abolished in favor of CPA practice under § 1.53(d). See 
Final Rule, 62 FR at 53147, 1203 Off. Gaz. Pat. Office at 76-77. As 
discussed above, § 1.53(d)(1)(i) requires that the prior application 
of a CPA be filed on or after June 8, 1995. When the prior 
application was filed before June 8, 1995, and an applicant desires 
to file what would formerly have been a file wrapper continuation 
(or divisional), § 1.53 as adopted requires that such a continuation 
(or divisional) application be filed under § 1.53(b). 


Section 1.53(b) requires that any application filed thereunder 
(including a continuation or divisional) contain a specification 
(including at least one claim) and any necessary drawing. While § 
1.53(b) permits the submission of a rewritten specification (with 
all prior amendments incorporated), such an option is only 
practical to those who have the prior application in electronic 
form. For those applicants who do not have the prior application in 
electronic form, their only option is to submit a copy of the prior 
application (including any appendix) along with a copy of all the 
amendments made in the prior application, as well as copies of all 
other papers filed in the prior application (e.g., information 
disclosure statements (IDS’s), affidavits, declarations) that are to 
be considered in the continuing application. 


Subsequent to the adoption of the change to § 1.53(d), the Office 
has received a number of comments indicating that it will take a 
considerable amount of time to prepare the papers required by § 
1.53(b), even when copied from a prior application. 


In view of these concerns, the Office is amending § 1.53(d)(1)(i) to 
eliminate the requirement that the prior application of a CPA had 
been filed on or after June 8, 1995. Section 1.53(d)(1)(i) as adopted 
will require that the prior application of a CPA be a nonprovisional 
application that is either: (1) complete as defined by § 1.51(b); or 
(2) the national stage of an international application in compliance 
with 35 U.S.C. 371. 


As noted in the Final Rule (quoted above), no patent issuing from 
a CPA under § 1.53(d) is entitled to the provisions of 35 U.S.C. 
154(c). To avoid confusion as to the term of any patent issuing on 
a CPA of an application filed before June 8, 1995, the Office will 
include a notice on any patent issuing on a CPA, other than a 
reissue or a design patent, that: (1) the patent issued on a CPA; and 
(2) the patent is subject to the twenty-year patent term set forth in 
35 U.S.C. 154(a)(2). The term of a design patent is defined in 35 
U.S.C. 173 as fourteen (14) years from the date of grant. The term 
of a reissue patent is defined in 35 U.S.C. 251 as the unexpired part 
of the term of the original patent. Since the term of any reissue or 
design patent is not affected by the filing of a CPA, no notice will 
be printed on either a reissue or a design patent. 


Interested members of the public are invited to present written 
comments on the change to § 1.53(d)(1)(i) contained in this 
Interim Rule. 


Other Considerations. 
The Commissioner of Patents and Trademarks, pursuant to author- 


ity at 5 U.S.C. 553(b)(3)(B), finds good cause to adopt the changes 
made in this Interim Rule without prior notice and an opportunity 
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for public comment, as such procedures are contrary to the public 
interest. Delay in the promulgation of this rule to provide notice 
and comment procedures would cause harm to those applicants 
who must file a continuation or divisional application promptly to 
meet the copendency requirements of 35 U.S.C. 120 and who 
would not be permitted to file a CPA due to the restriction in § 
1.53(d)(1)(i). Moreover, immediate implementation of this rule is 
in the public interest because those applicants currently subject to 
the prohibition will benefit from the efficiencies and savings 
resulting from the new rule. See Nat. Customs Brokers & 
Forwarders Ass'n v. U.S., 59 F.3d 1219, 1223-24 (Fed. Cir. 1995). 
Finally, pursuant to authority at 5 U.S.C. 553(d\(1), this rule may 
be made immediately effective because it relieves a restriction. 


As prior notice and an opportunity for public comment are not 
required pursuant to 5 U.S.C. 553, or any other law, the analytical 
requirements of the Regulatory Flexibility Act, 5 U.S.C. 601 et 
seq., are inapplicable. 


This rule involves a collection of information subject to the 
Paperwork Reduction Act, 44 U.S.C. ch. 35, previously approved 
by the Office of Management and Budget under OMB Control 
Number 0651-0032. Notwithstanding any other provision of law, 
no person is required to respond nor shall a person be subject to a 
penalty for failure to comply with a collection of information 
subject to the requirements of the Paperwork Reduction Act unless 
that collection of information displays a currently valid OMB 
Control Number. 


This rule does not contain policies with federalism implications 
sufficient to warrant preparation of a Federalism Assessment under 
Executive Order 12612 (October 26, 1987). 


This rule has been determined to be not significant for purposes of 
Executive Order 12866 (September 30, 1993). 


List of Subjects 
37 CFR Part 1 


Administrative practice and procedure, Courts, Freedom of Infor- 
mation, Inventions and patents, Reporting and record keeping 
requirements, Small Businesses. 


For the reasons set forth in the preamble, 37 CFR Part | is 
amended as follows: 


PART 1 - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part | continues to read as 
follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.53 is revised by amending paragraph (d)(1)(i) to read 
as follows: 


§ 1.53 Application number, filing date, and completion of appli- 
cation 


(i) The prior nonprovisional application is either: 
(A) Complete as defined by § 1.51(b); or 


(B) The national stage of an international application in com- 
pliance with 35 U.S.C. 371; and 


January 28, 1998 BRUCE A. LEHMAN 


Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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DEPARTMENT OF COMMERCE 
[Docket No. 970428100-7256-02] 
Patent and Trademark Office 
37 CFR Parts 2 and 3 
RIN 0651-AA87 


Miscellaneous Changes to Trademark 
Trial and Appeal Board Rules 


AGENCY: Patent and Trademark Office, Commerce. 


ACTION: Proposed rule; notice of hearing and reopening of 
comment period. 


SUMMARY: The Patent and Trademark Office (PTO) will hold a 
public hearing, and reopen the comment period, on changes to 
certain rules and practices of the Trademark Trial and Appeal 
Board that were proposed in June of 1997. Interested members of 
the public are invited to testify at the public hearing and to submit 
written comments on these proposed changes. 


DATES: The public hearing will be held on Wednesday, Decem- 
ber 10, 1997, beginning at 9:00 a.m. 


Those wishing to present oral testimony at the hearing must 
request an opportunity to do so no later than Friday, December 5, 
1997. 


Speakers may provide a written copy of their testimony for 
inclusion in the record of the proceedings no later than Wednesday, 
December 17, 1997. 


Written comments will be accepted by the PTO until December 
10, 1997. 


Written comments and transcripts of the hearing will be avail- 
able for public inspection on or about Wednesday, January 7, 1998. 


ADDRESSES: The hearing will be held on Wednesday, December 
10, 1997, beginning at 9:00 a.m. in the Commissioner’s Confer- 
ence Room, located on the 9th floor of Crystal Park 2, 2121 
Crystal Drive, Arlington, Virginia 


Requests to testify should be sent to Ellen Seeherman by 
telephone at (703) 308-9300, ext. 206, by facsimile transmission at 
(703) 308-9333, or by mail marked to her attention and addressed 
to Assistant Commissioner for Trademarks, Box TTAB-No Fee, 
2900 Crystal Drive, Arlington, Virginia 22202-3513. 


Written comments may be sent by mail addressed to Assistant 
Commissioner for Trademarks, Box TTAB-No Fee, 2900 Crystal 
Drive, Arlington, Virginia 22202-3513, marked to the attention of 
Ellen J. Seeherman. Written comments may also be sent by 
facsimile transmission to (703) 308-9333, marked to the attention 
of Ellen J. Seeherman. 


Written comments and transcripts of the hearing will be main- 
tained for public inspection in Suite 900, on the 9th Floor of the 
South Tower Building, 2900 Crystal Drive, Arlington, Virginia 
22202-3513. 


FOR FURTHER INFORMATION CONTACT: Ellen J. See- 
herman, Administrative Trademark Judge, Trademark Trial and 
Appeal Board, by telephone at (703) 308-9300, ext. 206, or by 
mail marked to her attention and addressed to Assistant Commis- 
sioner for Trademarks, Box TTAB-No Fee, 2900 Crystal Drive, 
Arlington, Virginia 22202-3513 or by facsimile transmission 
marked to her attention and sent to (703) 308-9333. 


SUPPLEMENTARY INFORMATION: A notice of proposed 
rulemaking to amend certain rules governing practice before the 
Trademark Trial and Appeal Board was published in the Federal 
Register on June 5, 1997 (62 FR 30802) and in the Official Gazette 
on June 24, 1997 (1199 TMOG 88). A number of the comments 
made in response to that notice suggested that a public hearing be 
held on the proposed rules changes. Accordingly, the PTO has 
decided to hold a public hearing on the proposed rules changes on 
December 10, 1997. Moreover, some trade organizations ex- 
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pressed the concern that, because the comment period occurred 
during the summer months, some practitioners and other interested 
parties and entities were not aware of the proposed amendments. 
Accordingly, the PTO has decided to reopen the comment period. 
All comments previously submitted will be considered together 
with any additional written comments which are submitted by 
December 10, 1997. 


It should be noted that, in view of the comments already 
received, the PTO has determined that it will not adopt the 
proposed changes to Sections 2.120(d) and 2.120(h) regarding 
limiting the number of requests for production of documents and 
the requests for admission which may be served. 

Oct. 29, 1997 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1204 OG 90} 





(149) Identification Of Affidavits/Declarations 
FiledUnder 37 CFR 1.131 Which Establish 
A Date of Invention In A 


NAFTA or WTO Member Country 


35 U.S.C. 104 was amended by Public Law 103-182 and 
103-465 to permit applicant/patentee to establish a date of inven- 
tion in a NAFTA country no earlier than December 8, 1993 and in 
a WTO member country no earlier than January 1, 1996, respec- 
tively. 37 CFR 1.131 was amended, effective May 31, 1995, to 
implement the changes made to 35 U.S.C. 104. In order to study 
the impact of the changes to 35 U.S.C. 104 and to track affidavits/ 
declarations filed under 37 CFR 1.131 as a result of the changes to 
35 U.S.C. 104, the U.S. Patent and Trademark Office (Office) is 
requesting applicant/patentee to identify in the title of affidavits/ 
declarations filed under 37 CFR 1.131 whether the affidavit/ 
declaration is filed to establish a date of invention in a NAFTA 
country other than the U.S. or in a WTO member country other 
than a NAFTA country by providing the following: 


“131 N” - for NAFTA country other than the U.S.; and 


“131 W” - for WTO member country other than a NAFTA 
country. 


The Office is in the process of modifying the Patent Application 
Location and Monitoring system (PALM) to record the receipt of 
the types of affidavits/declarations filed under 37 CFR 1.131 
identified supra. 


The new procedure for identifying affidavits/declarations filed 
under 37 CFR 1.131 of the “131 N” or “131 W” categories is 
effective immediately. 
Sept. 30, 1997 STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 

Patent Policy and Projects 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 1 and 5 
[Docket No.: 000308065-0065-01] 
RIN 0651-AB05 


Changes To Implement Eighteen-Month Publication of 
Patent Applications 


AGENCY: United States Patent and Trademark Office, Commerce. 


ACTION: Notice of proposed rulemaking. 
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SUMMARY: The United States Patent and Trademark Office 
(Office) is proposing changes to the rules of practice in patent 
cases to implement certain provisions of the “American Inventors 
Protection Act of 1999.°" These provisions of the “American 
Inventors Protection Act of 1999" provide, with certain excep- 
tions, for the publication of pending patent applications (other than 
for a design patent) at eighteen months from the earliest claimed 
priority date. 


DATES: Comment Deadline Date: To be ensured of consideration, 
written comments must be received on or before May 22, 2000. No 
public hearing will be held. 


ADDRESSES: Comments should be sent by electronic mail 
message via 

the Internet addressed to pregrantpub.comments@uspto.gov 
Comments may also be submitted by mail addressed to: Box 
Comments--Patents, Assistant Commissioner for Patents, Wash- 
ington, D.C. 20231, or by facsimile to (703) 872-9411, marked to 
the attention of Robert W. Bahr. Although comments may be 
submitted by mail or facsimile, the Office prefers to receive 
comments via the Internet. If comments are submitted by mail, the 
Office would prefer that the comments be submitted on a DOS 
formatted 3 1/2 inch disk accompanied by a paper copy. 

The comments will be available for public inspection at the 
Special Program Law Office, Office of the Deputy Assistant 
Commissioner for Patent Policy and Projects, located at Room 
3-C23 of Crystal Plaza 4, 2201 South Clark Place, Arlington, 
Virginia, and will be available through anonymous file transfer 
protocol (ftp) via the Internet (address: http://www.uspto.gov). 
Since comments will be made available for public inspection, 
information that is not desired to be made public, such as an 
address or phone number, should not be included in the comments. 


FOR FURTHER INFORMATION CONTACT: Concerning this 
notice of proposed rulemaking: Robert W. Bahr, Karin L. Tyson, or 
Robert A. Clarke by telephone at (703) 308-6906, or by mail 
addressed to: Box Comments-- Patents, Assistant Commissioner 
for Patents, Washington, D.C. 20231, or by facsimile to (703) 
872-9411, marked to the attention of Robert W. Bahr. 

Concerning the electronic filing system (EFS): Jay Lucas or 
Michael Lewis by electronic mail message via the Internet 
addressed to jay.lucasuspto. gov. 


SUPPLEMENTARY INFORMATION: The “American Inventors 
Protection Act of 1999°° (Title IV of the “Intellectual Property and 
Communications Omnibus Reform Act of 1999°° (S. 1948) as 
introduced in the 106th Congress on November 17, 1999) was 
incorporated and enacted into law on November 29, 1999, by Sec. 
1000(a)(9), Division B, of Public Law 106- 113, 113 Stat. 1501 
(1999). The “American Inventors Protection Act of 1999°" con- 
tains a number of changes to title 35, United States Code. This 
notice proposes changes to the rules of practice to implement the 
provisions of Secs. 4501 through 4508 (Subtitle E, Domestic 
Publication of Patent Applications Published Abroad) of the 
“American Inventors Protection Act of 1999."’ These provisions of 
the “American Inventors Protection Act of 1999°° provide that, 
with certain exceptions, applications for patent shal! be published 
promptly after the expiration of a period of eighteen months from 
the earliest filing date for which a benefit is sought under title 35, 
United States Code (“eighteen-month publication’’). 

Section 4502 of the “American Inventors Protection Act of 
1999°° amends 35 U.S.C. 122 (35 U.S.C. 122(b)) to provide that 
applications for patent shall be published promptly after the 
expiration of a period of eighteen months from the earliest filing 
date for which a benefit is sought under title 35, United States 
Code, and that an application may be published earlier than the end 
of such eighteen-month period at the request of the applicant. 
Section 4502 of the “American Inventors Protection Act of 1999°’ 
(35 U.S.C. 122(b)) also contains a number of exceptions to 
eighteen-month publication of patent applications. 

First: An application shall not be published if it is: (1) no longer 
pending; (2) subject to a secrecy order under 35 U.S.C. 181 or an 
application for which publication or disclosure would be detrimen- 
tal to national security; (3) a provisional application under 35 
U.S.C. 111(b); or (4) an application for a design patent under 35 
U.S.C. chapter 16. See 35 U.S.C. 122(b)(2)(A) and (d). 
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Second: An application shall not be published if an applicant 
makes a request upon filing, certifying that the invention disclosed 
in the application has not and will not be the subject of an 
application filed in another country, or under a multilateral 
international agreement, that requires eighteen-month publication. 
An applicant may rescind such a request at any time. In addition, 
an applicant who has made such a request but who subsequently 
files an application directed to the invention disclosed in the 
application filed in the Office in a foreign country, or under a 
multilateral international agreement, that requires eighteen-month 
publication, must notify the Office of such filing within forty-five 
days after the date of the filing of such foreign or international 
application. An applicant’s failure to timely provide such a notice 
to the Office will result in abandonment of the application (subject 
to revival if it is shown that the delay in submitting the notice was 
unintentional). If an applicant rescinds such a request or notifies 
the Office that an application was filed in a foreign country or 
under a multilateral international agreement that requires eighteen- 
month publication, the application is subject to eighteen-month 
publication. See 35 U.S.C. 122(b)(2)(B)(i)-(iv). 

Third: If an applicant has filed applications in one or more 
foreign countries, directly or through a multilateral international 
agreement, and such foreign-filed applications or the description of 
the invention in such foreign-filed applications is less extensive 
than the application or description of the invention in the applica- 
tion filed in the Office, the applicant may submit a redacted copy 
of the application filed in the Office eliminating any part or 
description of the invention in such application that is not also 
contained in any of the corresponding applications filed in a 
foreign country. The Office may only publish the redacted copy of 
the application unless the redacted copy of the application is not 
received within sixteen months after the earliest filing date for 
which a benefit is sought under title 35, United States Code. See 35 
U.S.C. 122(b)(2)B)\(v). 

Section 4503(a) of the “American Inventors Protection Act of 
1999°* amends 35 U.S.C. 119(b) to provide that no application for 
patent shall be entitled to a right of priority under 35 U.S.C. 
119(a)- (d) unless a claim is filed in the Office, identifying the 
foreign application by specifying the application number of that 
foreign application, the intellectual property authority or country 
in or for which the application was filed, and the date of filing the 
application, at such time during the pendency of the application as 
required by the Director. Section 4503(a) of the “American 
Inventors Protection Act of 1999" also amends 35 U.S.C. 119(b) 
to provide that the Director may consider the failure of the 
applicant to file a timely claim for priority as a waiver of any such 
claim, and may establish procedures, including the payment of a 
surcharge, to accept an unintentionally delayed claim under 35 
U.S.C. 119(b)-(d). Section 4503(a) of the “American Inventors 
Protection Act of 1999°’ also amends 35 U.S.C. 119(b) to 
authorize the Director to determine whether to require a certified 
copy of the original foreign application. 

Section 4503(b)(1) of the “American Inventors Protection Act 
of 1999°" amends 35 U.S.C. 120 to provide that no application 
shall be entitled to the benefit of an earlier filed application under 
35 U.S.C. 120 unless an amendment containing the specific 
reference to the earlier filed application is submitted at such time 
during the pendency of the application as required by the Director. 
Section 4503(b)(1) of the “American Inventors Protection Act of 
1999”° also amends 35 U.S.C. 120 to provide that the Director may 
consider the failure to submit such an amendment within that time 
period as a waiver of any benefit under 35 U.S.C. 120, and may 
establish procedures, including the payment of a surcharge, to 
accept an unintentionally delayed submission of an amendment 
under 35 U.S.C. 120. 


Section 4503(b)(2) of the “American Inventors Protection Act 
of 1999°" amends 35 U.S.C. 119(e) to provide that no application 
shall be entitled to the benefit of an earlier filed provisional 
application under 35 U.S.C. 119(e) unless an amendment contain- 
ing the specific reference to the earlier filed provisional application 
is submitted at such time during the pendency of the application as 
required by the Director. Section 4503(b)(2) of the “American 
Inventors Protection Act of 1999°° also amends 35 U.S.C. 119(e) 
to provide that the Director may consider the failure to submit such 
an amendment within that time period as a waiver of any benefit 
under 35 U.S.C. 119(e), and the Director may establish procedures, 
including the payment of a surcharge, to accept an unintentionally 
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delayed submission of an amendment under 35 U.S.C. 119%e) 
during the pendency of the application. 

Case law has indicated that, in certain instances, priority claims 
may be perfected after issuance. The U.S. Court of Appeals for the 
District of Columbia has held that the equitable or remedial 
provisions of 35 U.S.C. 251i authorize patentees to correct or 
perfect a claim for priority under 35 U.S.C. 119 in an issued patent 
by reissue. See Brenner v. State of Israel, 400 F.2d 789, 158 USPQ 
584 (D.C. Cir. 1968). The U.S. District Court for the District of 
Columbia applied this rationale to permit a patentee to amend an 
intermediate abandoned application in a chain of applications for 
which a benefit was claimed under 35 U.S.C. 120 to include the 
specific reference required by 35 U.S.C. 120. See Sampson v. 
Commissioner, 195 USPQ 136 (D.D.C. 1976). In appropriate 
circumstances, the Office has permitted patentees to state claims 
under 35 U.S.C. 119, 120 or 121 in an issued patent by certificate 
of correction under 35 U.S.C. 255 and Sec. 1.323. See In re 
Schuurs, 218 USPQ 443 (Comm’r Pat. 1983); In re Lambrech, 202 
USPQ 620 (Comm’r Pat. 1976); In re Van Esdonk, 187 USPQ 671 
(Comm’r Pat. 1975). 

The amendments to 35 U.S.C. 119 and 120 provide that the 
Director may consider the failure of the applicant to file a timely 
claim under 35 U.S.C. 119 or 120 as a waiver of any such claim. 
Sections 1.55 and 1.78 as proposed implement these amendments 
to 35 U.S.C. 119 and 120 by specifying time periods during the 
pendency of the application within which claims under 35 U.S.C. 
119(a)-(d), 119(e), and 120 must be stated (or are considered 
waived). 35 U.S.C. 119(b), 119(e), and 120 each provide that the 
Director may establish procedures to accept an unintentionally 
delayed submission of a claim under 35 U.S.C. 119(b), 119(e), or 
120 (respectively); however, 35 U.S.C. 119(e) requires that such 
unintentionally delayed claim (amendment) be submitted during 
the pendency of the application. Thus, a claim under 35 U.S.C. 
119(a)-(d) or 120 for the benefit of a prior application may be 
added (or corrected) in an issued patent by reissue or certificate of 
correction (assuming the conditions for reissue or certificate of 
correction are otherwise met) by submitting such untimely claim 
under the procedures established in Sec. 1.55 or Sec. 1.78 
(including payment of any applicable surcharge). A claim under 35 
U.S.C. 119(e) for the benefit of a prior provisional application, 
however, must be added or corrected during the pendency of the 
application. 

Section 4504 of the “American Inventors Protection Act of 
1999”° amends 35 U.S.C. 154 to provide that, subject to a number 
of conditions, a patent includes the right to obtain a reasonable 
royalty during the period beginning on the date of publication of 
the application for such patent under 35 U.S.C. 122(b) (or the date 
of publication under Patent Cooperation Treaty (PCT) Article 
21(2) of an international application designating the United States) 
and ending on the date the patent is issued (“provisional rights’ ’). 

Section 4505 of the “American Inventors Protection Act of 
1999" amends 35 U.S.C. 102(e) to, inter alia, set forth the 
conditions under which an application published under 35 U.S.C. 
122(b) or under PCT Article 21(2) is prior art as of its filing date. 

Section 4506 of the “American Inventors Protection Act of 
1999°° provides that the Office shall recover the cost of early 
publication required by 35 U.S.C. 122(b) by charging a separate 
publication fee after a notice of allowance is given under 35 U.S.C. 
151. 

Section 4508 of the “American Inventors Protection Act of 
1999°° provides that its eighteen-month publication provisions 
take effect on November 29, 2000, and apply to applications (other 
than for a design patent) filed under 35 U.S.C. 111(a) on or after 
November 29, 2000, and to applications in compliance with 35 
U.S.C. 371 that resulted from international applications filed under 
35 U.S.C. 363 on or after November 29, 2000. 

In August of 1995, the Office published a notice of proposed 
rulemaking to implement legislation pending before the 104th 
Congress that (if enacted) would have provided for the eighteen- 
month publication of pending patent applications. See Changes to 
Implement 18-Month Publication of Patent Applications, Notice of 
Proposed Rulemaking, 60 FR 42352 (August 15, 1995), 1177 Off. 
Gaz. Pat. Office 61 (August 15, 1995). The Office is now 
publishing a notice of proposed rulemaking, rather than simply 
adopting changes based upon the notice of proposed rulemaking 
published in 1995, because: (1) The eighteen- month publication 
provisions of the “American Inventors Protection Act of 1999°° 
are different from those pending before the 104th Congress; and 
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(2) the Office’s planning approach to implementing eighteen- 
month publication is different from its 1995 planning approach. 
The Office’s current planning approach to eighteen-month publi- 
cation includes: (1) Disseminating a publication document (patent 
application publication) for each published application; and (2) 
providing (under conditions set forth below) any member of the 
public with access to the file wrapper and contents of each 
published application (which may be limited to a copy of the file 
wrapper and contents of the application). 

Patent application publication: The patent application publica- 
tion will include a front page containing information similar to that 
contained on the front page of a patent, and the drawings (if any) 
and specification (including claims) of the published application. 
To create the patent application publication, the Office plans to use 
its Patent Application Capture and Review (PACR) system to 
create an electronic database (PACR database) containing: (1) The 
application papers and drawings deposited on the filing date of the 
application; and (2) any subsequently filed application papers and 
drawings needed to create the patent application publication. The 
application information contained in the Office’s PACR database 
will be used to create the patent application publication, unless the 
applicant provides a copy of the application via the Office’s 
electronic filing system (EFS) to be used to create the patent 
application publication (discussed below). 

The Office currently uses the PACR database as the Office’s 
record of the application papers submitted on the filing date of the 
application (i.e., the original disclosure of the invention). The 
application papers submitted on the filing date of the application, 
however, may not include the content needed (e.g., an abstract), 
and the application papers or drawings may not be of sufficient 
quality (e.g., papers not having sufficient contrast to permit 
electronic capture by digital imaging and conversion to text by 
optical character recognition or drawings not having sufficient 
quality) to be used, to create a patent application publication. Since 
the patent application publication will be a prior art document 
(and, in most cases, the prior art document having the earliest 
effective date under 35 U.S.C. 102(a), (b), and (e)), the Office must 
consider the usability of the patent application publication as a 
prior art document when determining what drawing quality is 
needed to create the patent application publication. 

If the application papers submitted on the filing date of the 
application do not include the content needed, or the application 
papers or drawings are not of sufficient quality to be used, to create 
a patent application publication, the Office of Initial Patent 
Examination (OIPE) will issue a notice requiring that the applicant 
submit the needed application content, or application papers or 
drawings of sufficient quality, for use in creating a patent applica- 
tion publication. The applicant’s reply to that notice (application 
papers and drawings needed to create the patent application 
publication) will then be added to the PACR database. The Office 
must separate the application papers and drawings deposited on 
the filing date of the application and the subsequently filed 
application papers and drawings in its PACR database because the 
PACR database is also used to create any requested certified copy 
of the application (which may only include the application papers 
and drawings deposited on the filing date of the application). 

Initially, an application filed under 35 U.S.C. 111(a) (nonprovi- 
sional) must be entitled to a filing date (i.e., contains a written 
description of the invention, a drawing (if necessary for an 
understanding of the invention), and at least one claim) for the 
application to be in condition for publication. In addition, if an 
application filed under 35 U.S.C. 111(a) otherwise entitled to a 
filing date appears to omit a portion of the description or a drawing 
figure, the omitted portion of the description or drawing figure(s) 
must be supplied, or the period for supplying such portion of the 
description or drawing figure(s) must have expired, for the 
application to be in condition for publication. The requirements for 
an application filed under 35 U.S.C. 111(a) to be entitled to a filing 
date and the treatment of an application filed under 35 U.S.C. 
111(a) that appears to omit a portion of the description or a 
drawing figure is set forth in sections 601.01(d) through 601.01(g) 
of the Manual of Patent Examining Procedure (7th ed. 1998) 
(MPEP). 

In addition, an application filed under 35 U.S.C. 111(a) must 
include an executed oath or declaration (Sec. 1.63), an abstract 
(Sec. 1.72(b)), and an English translation (if filed in a language 
other than English), for the application to have the content 
necessary to create the patent application publication. For eigh- 
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teen-month publication purposes, the oath or declaration must at a 
minimum: (1) Name each inventor at least by a family and given 
name; and (2) be signed by each inventor or a party qualified to 
sign under Secs. 1.42, 1.43, or 1.47 in compliance with Sec. 1.64. 
Finally, an application filed under 35 U.S.C. 111(a) will not be 
published until the basic filing fee (Sec. 1.16(a) or (g)) is paid. 

A PCT international application must satisfy the requirements of 
35 U.S.C. 371 to be subject to eighteen-month publication under 
35 U.S.C. 122(b) (and to have the content necessary to create the 
patent application publication). 

Even if an application has the content necessary to create the 
patent application publication, the application papers and drawings 
must also be reviewed to determine whether they are of sufficient 
quality to be used in creating the patent application publication. To 
be of sufficient quality to create the patent application publication, 
the specification must be on sheets of paper that: (1) Are flexible, 
strong, smooth, non-shiny, durable, and white; (2) are either A4 
(21 cm x 29.7 cm) or 8 1/2" x 11" with each sheet having a left 
margin of at least 2.5 cm (1') and top, bottom and right margins of 
at least 2.0 cm (3/4"); (3) are written on one side only in portrait 
orientation; (4) are plainly and legibly written either by a type- 
writer or machine printer in permanent dark ink or its equivalent; 
(5) have lines that are either | 1/2 or double-spaced; and (6) have 
sufficient clarity and contrast between the paper and the writing on 
the paper to permit direct reproduction and electronic capture by 
digital imaging and optical character recognition. These quality 
standards and requirements are currently set forth in Sec. 1.52(a) 
and (b). In addition, the title must meet the character type and 
length requirements of Sec. 1.72(a); the abstract must commence 
on a separate sheet and meet the word-length requirement of Sec. 
1.72(b); the claims must commence on a separate sheet; and the 
sequence listing (if applicable) must comply with Secs. 1.821 
through 1.825. 

As discussed above, the Office must consider not only whether 
drawings are of sufficient quality to create a publication (the patent 
application publication), but whether they are sufficient for the 
publication to be routinely used as a prior art document. Thus, the 
drawing sheets (if drawings are included) must comply with the 
following requirements of Sec. 1.84. Drawings must be done in 
dark ink (not pencil), except where color drawings or photographs 
are permitted. Photographs (or photomicrographs) are not permit- 
ted unless they are reproducible and the invention cannot be 
clearly illustrated in an ink drawing. See Interim Waiver of 37 
C.FR. Sec. 1.84(b)(1) for Petitions to Accept Biack and White 
Photographs and Advance Notice of Change to M.P.E.P. Sec. 
608.02, Notice, 1213 Off. Gaz. Pat. Office 108 (August 4, 1998). 
Drawing sheets must be reasonably free from erasures and must be 
free from alterations, overwritings, interlineations, folds, and copy 
marks. Drawing sheets must be either 21.0 cm by 29.7 cm (DIN 
size A4) or 21.6 cm by 27.9 cm (8 1/2 by 11 inches). Each drawing 
sheet must include a top margin of at least 2.5 cm (1 inch), a left 
side margin of at least 2.5 cm (1 inch), a right side margin of at 
least 1.5 cm (5/8 inch), and a bottom margin of at least 1.0 cm (3/8 
inch). Lines, numbers, and letters must be clean, dark (not of poor 
line quality), uniformly thick, and well defined. The English 
alphabet must be used for letters, except where another alphabet is 
customarily used (such as the Greek alphabet to indicate angles, 
wavelengths, and mathematical formulas). Numbers, letters, and 
reference characters must measure at least 0.32 cm (1/8 inch) in 
height. Lead lines are required for each reference character (except 
for those which indicate the surface or cross section on which they 
are placed, in which case the reference character must be under- 
lined to make it clear that a lead line has not been left out by 
mistake). Finally, drawing views must be numbered in consecutive 
Arabic numerals, starting with 1. 


In September of 1996, the Office revised the standard and 
format requirements for the specification (including the abstract 
and claims), drawings, and other application papers set forth in 
Sec. 1.52 and Sec. 1.84 for the purpose of obtaining initial 
application papers in condition for eighteen-month publication. 
See Miscellaneous Changes in Patent Practice, Final Rule Notice, 
61 FR 42790 (August 19, 1996), 1190 Off. Gaz. Pat. Office 67 
(September 17, 1996). Applicants are advised that the Office will: 
(1) Begin more rigorous enforcement of the provisions of Sec. 
1.52(a) and (b) and Sec. 1.84; and (2) no longer permit applicants 
to request that objections under Sec. 1.84 be held in abeyance 
pending allowance of the application. 
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As discussed below, if applicant timely provides the Office with 
a copy of the application via the Patent and Trademark Office 
electronic filing system, the Office will use the electronic copy 
provided by the applicant (rather than the PACR database records) 
to create the patent application publication. Applicants may use 
this procedure to obtain inclusion of amendments submitted during 
prosecution in the patent application publication. Applicants must 
use this procedure when requesting: (1) Voluntary publication of 
an application; (2) republication of a previously published appli- 
cation; or (3) publication of only a redacted copy of an application. 

The electronic filing system (EFS) is an electronic system for 
the submission of patent applications to the Office. The EFS 
encompasses the preparation of the application parts in a special 
manner on the applicant’s computer (authoring), the assembling of 
the pieces of the application so authored, and the secure commu- 
nication of that application to the Office. 

The EFS is currently in place as a pilot program for use by a 
limited number of applicants, who on a voluntary basis, file 
applications under the EFS program. The same EFS software must 
be used by applicants who wish to submit a copy of the application 
for the patent application publication. 

The steps for submission of an electronic version of a patent 
application are as follows: (1) Obtaining a digital certificate; (2) 
obtaining the authoring and the submission software packages 
from the Office; (3) authoring the patent application; and (4) 
assembling the parts of the application, and validating, digitally 
signing, and submitting the application. 

To file a copy of an application using the EFS, an applicant (or 
representative) must submit a request and receive an Office digital 
certificate to enable secure communication between the applicant 
and the Office. A digital certificate will allow the authorized person 
to conduct electronic filing, as well as have access to the Office’s 
Patent Application Information Retrieval (PAIR) software to 
display patent application status information. 

The digital certificate is given to individuals and firms that 
obtain a customer number, and also request the digital certificate. 
Instructions on how to obtain the necessary digital certificate are 
located at the Office’s Electronic Business Center on the Office’s 
Internet Web site (http://www.uspto.gov) (under the section Elec- 
tronic Business Center, select New User for the PAIR system). 

The Office makes its branded version of the security software 
product called Entrust Direct software available to authorized 
persons. The software operates in conjunction with an Office 
Public Key Infrastructure (PKI) that is secure and enables com- 
munication only between authorized persons who are registered 
with the Office and the Office. 

A person signing up for EFS application filing receives a 
package with his or her digital certificate including: (1) The 
software that will attach a digital signature to a document or set of 
documents; (2) an authoring tool that will allow the applicant to 
convert a standard patent application into a specialized format; and 
(3) the electronic Packaging and Validation Engine (ePave) pro- 
gram that will assemble the parts of the application, validate that 
the parts are complete, encrypt and digitally sign them, and then 
send them to the Office 

The applicant is responsible for correctly authoring the elec- 
tronic application, which is defined as reformatting the application 
into a form that complies with the requirements of XML (the 
standard eXtensible Markup Language of Internet authoring). The 
XML requires that all the pieces of information in the application 
(e.g., the inventor's name, title of the invention, the claims) are 
tagged with standard XML named tags before and after each piece 
of information. For example, XML could require that the title be 
tagged: 


MAKING A WIDGIT 


The tagged information, in turn, is ordered and positioned on the 
submitted document according to the formula for that document in 
the document type definition (DTD). The DTD contains a list of all 
the tagged data elements (pieces of information) that should be on 
that document, and the relative positioning of the elements. When 
combined with the document's style sheet (which contains format- 
ting information), the DTD will completely define what the 
document should contain and, when printed or viewed, what it will 
look like. 
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The applicant does the authoring using the software authoring 
tool given to him or her by the Office and operating on the 
applicant’s computer. The authoring tool displays on the left of the 
applicant’s computer screen a list of all of the data elements that 
should be in a patent application (according to the Office’s DTD). 
The applicant clicks each element in the list, and when a window 
opens, types the information requested into the window. For 
example, the applicant clicks the data element “TITLE”’ and types 
“MAKING A WIDGIT” when the window opens. The authoring 
tool will add the tags, paragraph numbers, and other elements that 
are required by XML. The applicant can continue through this 
whole process adding the required information to each of the data 
elements until the application is fully authored. 

The applicant can also use the authoring tool to “cut and paste”’ 
a fully written application into the proper format. In this mode, the 
applicant will open up that written application, and also open up 
the authoring tool to reveal all of the data elements. When the 
applicant clicks the data element to reveal the data entry window, 
the applicant will copy the relevant section from the previously 
written application and paste that section into the window (for 
tagging by the authoring tool). 


Paper copies of the oath or declaration (Sec. 1.63), drawings, 
and certain other documents are scanned on the applicant’s digital 
scanner and stored in tagged image file format (TIFF). The TIFF 
is not tagged by the authoring tool, but is similar to an electronic 
photograph. 

Using either mode, the applicant will produce a copy of the 
application in compliance with the Office EFS, including a 
specification and claims (in XML), an oath or declaration (in 
TIFF), and drawings (also in TIFF). 

Once the various parts of the application are prepared, the 
applicant will use the software tool ePave to assemble those parts 
and submit the application to the Office. The ePave software 
interacts with the applicant to fill out an electronic transmittal and 
fee information letter. This document is developed in the tagged 
XML format. The applicant then uses the ePave software to 
associate these documents with the previously produced applica- 
tion. 

This association of the related files to be submitted is called 
bundling. The bundle of files that will be sent to the Office will be 
compressed using Zip technology to reduce their size. Then ePave 
will apply the digital signature to the compressed bundle, to both 
indicate who is sending the package to the Office and to check the 
file’s integrity. The digital signature process also encrypts the 
bundle, for safety during transmission. 

Obviously, fees submitted via EFS must be by an authorization 
to charge the fee to a credit card or Office deposit account. 
Therefore, any publication fee or processing fee required for a 
copy of an application submitted via EFS for use in the patent 
application publication must be by an authorization to charge the 
fee to a credit card or Office deposit account. 

The authoring tool and ePave software on the applicant’s 
computer perform all of this activity almost invisibly. The appli- 
cant must enter a password to apply the digital signature, and the 
software will finish processing the application for submission to 
the Office. During the processing of a copy of an application for 
submission to the Office for use in a patent application publication, 
the applicant will be advised that the application of a digital 
signature constitutes a statement that the EFS copy of the 
application contains no new matter, and, except for a redacted 
copy of an application (which requires the concurrent submission 
of other certifications on paper), that the EFS copy of the 
application corresponds to the application as amended by any 
amendment filed in the application. When processing is finished, 
the software will ask the applicant if the list of displayed files 
should be sent to the Office. The applicant will click or otherwise 
express his or her concurrence, and the EFS application files are 
electronically transmitted to the Office. 

On receipt of the bundle of files comprising the application, the 
Office stores the bundle and takes it apart. The bundle is decrypted, 
the digital signature is checked, and the integrity of the package is 
confirmed. In the course of events, the Office sends an acknowl- 
edgment back to the applicant’s computer listing the date and time 
of submission, the names and sizes of the files received, and other 
information to confirm the submission. 
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If a copy of an application being submitted to the Office for 
eighteen-month publication purposes contains a sequence listing, 
and the sequence listing is identical to a sequence listing previ- 
ously submitted to the Office (e.g., the sequence listing is not 
amended or redacted) in compliance with Secs. 1.821 through 
1.825, the EFS copy of the application may contain a reference to 
the previously filed sequence listing in lieu of a copy of the 
previously filed sequence listing. 

Finally, EFS is currently a pilot program. The Office anticipates 
that EFS will be capable of receiving copies of applications for 
eighteen-month publication purposes on a routine basis by No- 
vember 29, 2000. In the event that EFS is not capable of receiving 
copies of applications for eighteen-month publication purposes on 
a routine basis by November 29, 2000, the Office will provide for 
submission by paper of copies of applications for applicants 
requesting: (1) A patent application publication reflecting amend- 
ments to the application; (2) voluntary publication of an applica- 
tion; (3) republication of a previously published application; or (4) 
publication of only a redacted copy of an application. 

Publication process: The current planning approach involves a 
fourteen-week publication cycle that results in the publication of 
patent application publications on Thursday of each week. Ideally, 
the publication date of an application will be the first Thursday 
after the date that is eighteen months after the filing date of the 
application, or if the application claims the benefit of an earlier 
filing date, the first Thursday after the date that is eighteen months 
after the earliest filing date for which a benefit is sought. An 
application, however, may not be published the first Thursday after 
the date that is eighteen months after the earliest filing date for 
which a benefit is sought if the application is not in condition for 
publication approximately fourteen months after the earliest filing 
date for which a benefit is sought (eighteen months less the 
fourteen-week publication cycle). 

Obviously, there are events that will delay publication of some 
applications until a later date: e.g., (1) the application claims the 
benefit under 35 U.S.C. 120 of an application filed more than 
eighteen months before the actual filing date of the application; (2) 
the basic filing fee or oath (or declaration) is not provided within 
eighteen months after the earliest filing date for which a benefit is 
sought; or (3) the application does not contain papers or drawings 
of publication quality within eighteen months after the earliest 
filing date for which a benefit is sought. In such situations, the 
publication date of an application will be the first Thursday after 
the date that is fourteen weeks after the application is in condition 
for publication. Applicants who attempt to delay publication by 
intentionally delaying the submission of the application content 
necessary for publication, however, will encounter a reduction 
(under regulations established pursuant to 35 U.S.C. 
154(b)(2)(C(iii)) in any patent term adjustment under 35 U.S.C. 
154(b). 

The Office plans to indicate a projected publication date on the 
filing receipt or indicate “to be determined”’ if the application is 
not in condition for publication. If events change the projected 
publication date by more than two weeks (e.g., claim for priority 
under 35 U.S.C. 119(e) presented after mailing of the filing 
receipt) or the application content necessary for publication is 
provided, the Office will issue a change notification indicating the 
revised projected publication date. 

The publication process involves producing weekly volumes of 
patent application publications on a variety of media: e.g., the 
Office’s Examiner Automated Search Tool (EAST) and Web-based 
Examiner Search Tool (WEST) search systems, optical disk 
products for sale to the public, and exchange with the Office’s 
Intellectual Property exchange partners. Patent application publi- 
cations will be available for viewing by the public in the Public 
Search Room via an on-line search system. The Office does not 
plan to provide paper copies of the patent application publications 
for placement in either the Public Search Room or the examiners’ 
search rooms. The Office, however, will provide paper copies of 
the patent application publications to any member of the public on 
request (for a fee) in the manner that paper copies of patents are 
currently provided. 

The publication process provides for: (1) Assembly of applica- 
tion bibliographic information for the patent application publica- 
tion at fourteen weeks prior to the projected publication date; (2) 
assembly of the technical content (specification, including claims 
and abstract, and drawings) of the application for the patent 
application publication at nine weeks prior to the projected 
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publication date; and (3) placing the application information as 
assembled into the patent application publication on publication 
media (e.g., optical disks, magnetic tape) at four weeks prior to the 
projected publication date. 


Any applicant seeking to abandon the application for the 
purpose of avoiding publication must take appropriate action (see 
Sec. 1.138 discussed below) well prior to the projected publication 
date. If the application is not expressly abandoned at least four 
weeks prior to the projected publication date, the Office will 
probably not be able to avoid publication of the application or at 
least some application information because the Office will place 
the application (along with the thousands of other applications 
being published each week) on publication media (e.g., optical 
disks, magnetic tape) four weeks prior to the projected date. This 
does not imply that a request to expressly abandon an application 
to avoid publication (Sec. 1.138) filed prior to this “four-week”’ 
time frame will ensure that the Office will be able to remove an 
application from publication. The Office simply cannot ensure that 
it can remove an application from publication or avoid publication 
of application information any time after the publication process 
for the application is initiated. 


Access to the file wrapper and contents of a published applica- 
tion: The Office plans to permit: (1) Any member of the public to 
obtain (for a fee) a copy of the complete file wrapper and contents 
of, or a copy of a specific paper in, any published application, 
provided that no redacted copy was timely submitted for publica- 
tion; (2) any member of the public to obtain (for a fee) an 
appropriately redacted copy of the file wrapper and contents of, or 
a copy of a specific paper in, any published application for which 
a redacted copy was timely submitted for publication; and (3) any 
member of the public to physically inspect (under the conditions 
that inspection of patented files is permitted) the file of any 
abandoned published application, provided that no redacted copy 
was timely submitted for publication. 


Any member of the public may obtain status information 
concerning any published application via the Office’s PAIR 
system. Permitting physical inspection of pending published 
applications, however, would interfere with the Office’s ability to 
act on the applications within the time frames set forth in 35 
U.S.C. 154(b)(1)(A) and (B). Thus, the Office must limit public 
access to the file wrapper of pending published applications to 
obtaining a copy produced by the Office (for a fee) to avoid 
conferring patent term adjustment on the applicant due to actions 
by members of the public. 


Section 4805 of the “American Inventors Protection Act of 
1999°* provides that the Comptroller General (in consultation with 
the Office) shall conduct a study and submit a report to Congress 
on the potential risks to the United States biotechnology industry 
relating to biological deposits in support of biotechnology patents, 
and that the Office shall consider the recommendations of such 
study in drafting regulations affecting biological deposits (includ- 
ing any modification of Sec. 1.801 et seq.). Therefore, this notice 
does not contain any proposed amendment to Sec. 1.801 et seq. 
concerning the treatment of biological deposits in applications 
subject to eighteen-month publication. 


The term “Commissioner’’ wherever it is present in the rules of 
practice affected by this notice is proposed to be changed to 
“Director’’ for consistency with Sec. 4732 of the “American 
Inventors Protection Act of 1999."’ The provisions of the rules of 
practice not involved in this notice will be revised for consistency 
with Sec. 4732 of the “American Inventors Protection Act of 
1999°° in due course. 

Finally, the Office proposed a number of changes to the rules of 
practice in a rulemaking to support the Patent Business Goals. See 
Changes to Implement the Patent Business Goals, Notice of 
Proposed Rulemaking, 64 FR 53772 (October 4, 1999), 1228 Off. 
Gaz. Pat. Office 15 (November 2, 1999). The Office indicated in 
the Patent Business Goals Notice of Proposed Rulemaking that it 
would have to reconsider its business processes and make such 
further changes to the rules of practice as are necessary in the event 
of enactment of patent legislation. See Id. Sections 1.9, 1.14, 1.17. 
1.55, 1.72, 1.78, 1.89, 1.131, 1.132, 1.137, 1.138, 1.311, and 5.1 as 
proposed to be amended in this notice also reflect changes 
proposed in the Patent Business Goals Notice of Proposed Rule- 
making. 
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Discussion of Specific Rules 


Title 37 of the Code of Federal Regulations, Parts | and 5, are 
proposed to be amended as follows: 

Section 1.9: Section 1.9(c) is proposed to be amended to define 
a published application as used in 37 CFR chapter I to mean an 
application for patent which has been published under 35 U.S.C. 
122(b). 

Section 1.9 as proposed also reflects changes proposed in the 
Patent Business Goals Notice of Proposed Rulemaking. 

Section 1.11: Section 1.11(a) is proposed to be amended to 
include the file of an abandoned published application (except if a 
redacted copy of the application was used for the patent applica- 
tion publication) among the files that are open to inspection by the 
public. 

Section 1.12: Section 1.12(a)(1) is proposed to be amended to 
include the assignment records of a published patent application 
among the patent assignment records that are available to the 
public. Section 1.12(b) is proposed to be amended to provide the 
patent assignment records, digests, and indexes that are available 
to the public unless they relate to pending or abandoned patent 
applications that have not been published under 35 U.S.C. 122(b). 

Section 1.13: Section 1.13 is proposed to be amended to include 
patent application publications among the records of the United 
States Patent and Trademark Office that are open to the public, and 
of which a copy (certified or uncertified) will be furnished (upon 
payment of the fee therefor). 

Section 1.14: Section 1.14(a) is proposed to be amended to 
generally maintain the confidentiality of applications that have not 
been published as a U.S. patent application publication (see 35 
U.S.C. 122(b)) pursuant to 35 U.S.C. 122(a). Status information is 
defined to include identification of whether the application has 
been published under 35 U.S.C. 122(b), as well as whether the 
application is pending, abandoned, or patented, and the application 
numerical identifier. 

Section 1.14(b) is proposed to be amended to provide that status 
information may also be supplied when the application is referred 
to by its numerical identifier in a U.S. patent application publica- 
tion as well as a U.S. patent or a published international applica- 
tion. Section 1.14(b) is also proposed to be amended to provide 
that status information may be supplied for an application which 
claims the benefit of the filing date of an application for which 
status information may be supplied. As a result, the public will be 
able to obtain continuity data for applications that have been 
published as a U.S. patent application publication or as a U.S. 
patent. 

Section 1.14(c)(1) as proposed provides that a copy of an 
application-as-filed or a file wrapper and contents may be supplied 
where the appropriate fee is paid, and: (1) the application is 
incorporated by reference in a U.S. patent application publication 
or U.S. patent; or (2) the application is relied upon for priority 
under 35 U.S.C. 119e) or 120 in a U.S. patent application 
publication or U.S. patent. 

Section 1.14(c)(2) as proposed provides that copies of the file 
wrapper and contents of an application are available to the public 
when the application has been published as a U.S. patent applica- 
tion publication. 

Section 1.14(e) is proposed to be amended to provide public 
access to an abandoned application that is referenced in a U.S. 
patent application publication as well as a U.S. patent, or another 
application that is open to public inspection. 

Section 1.14(i) is proposed to provide for greater access to 
international application files kept by the Office. Specifically, 35 
U.S.C. 374 equates the publication under the PCT of an interna- 
tional application designating the U.S. to the publication of a U.S. 
application under 35 U.S.C. 122(b). As a result of the publication 
under 35 U.S.C. 122(b) of applications having an international 
filing date on or after November 29, 2000, the Office will make 
available copies of the application files and also allow for access 
to those files in accordance with Sec. 1.14(c) and (e), respectively. 
Therefore, after publication of an international application having 
an international filing date on or after November 29, 2000, and 
designating the U.S. under PCT Article 21, the Office will make 
available copies of, and allow access to, those international 
application files which are kept in the Office (the Home, Search, 
and Examination Copies) to the extent permitted under the PCT. 
Additionally, Sec. 1.14(i)(2) provides that copies of English 
language translations of international applications, which were 
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published in a non-English language and which designated the 
U.S., and which have been submitted to the Office pursuant to 35 
U.S.C. 154(d)(4), will also be available to the public. Requests for 
copies of, or access to, an application file under Sec. 1.14(i) must 
be in the form of a written request and must include a showing that 
the international application has been published and that the U.S. 
was designated. Such a showing should preferably be in the form 
of the submission of a copy of the front page of the published 
international application. Additionally, requests for copies of 
international application files must also be accompanied by the 
appropriate fee. 

Section 1.14(j) is proposed to be amended to provide that this 
section not only applies when the Office provides access to or 
copies of the application, but also when the Office provides access 
to or copies of part of an application. 

Section 1.14 as proposed also reflects changes proposed in the 
Patent Business Goals Notice of Proposed Rulemaking. 

Section 1.17: Section 1.17(h) is proposed to be amended to 
include a petition under Sec. 1.138 to expressly abandon an 
application to avoid publication among the petitions requiring the 
fee ($130) set forth in Sec. 1.17(h). 

Section |.17(i) is proposed to be amended to include processing 
a redacted copy of a paper submitted in the file of an application 
in which a redacted copy was submitted for the patent application 
publication (Sec. 1.217), a request for voluntary publication or 
republication of an application (Sec. 1.221), and for processing a 
belated submission under Sec. 1.99 (Sec. 1.99(e)) to the processing 
services requiring the processing fee ($130) set forth in Sec. 
1.17(i). 

Sections 1.17(1) and 1.17(m) (and the heading of Sec. 1.17) are 
proposed to be amended to set forth the fees for filing a petition 
under Sec. 1.137 for revival of a terminated reexamination 
proceeding (on the basis of unavoidable and unintentional delay), 
and are discussed in a separate rulemaking (to implement the 
optional inter partes reexamination provisions of the “American 
Inventors Protection Act of 1999°’). 

Section 1.17(p) is proposed to be amended to make its fee 
($240) applicable to a third party submission under Sec. 1.99, as 
well as an information disclosure statement under Sec. 1.97(c) or 
(d). 

Section 1.17(u) is proposed to be added to set forth the 
surcharge ($1,210) for accepting an unintentionally delayed claim 
for priority under 35 U.S.C. 119, 120, 121, or 365 (Secs. 1.55 and 
1.78). 

Section 1.17 as proposed also reflects changes proposed in the 
Patent Business Goals Notice of Proposed Rulemaking. 

Section 1.18: Section 1.18(d) is proposed to be added to specify 
the publication fee ($300). In view of this proposed addition to 
Sec. 1.18, the heading of Sec. 1.18 is also proposed to be amended 
to refer to “post-allowance (including issue) fees’’ (instead of only 
“issue fees’’). 

Section 1.24: Section 1.24 is proposed to be removed and 
reserved. The practice of using coupons to purchase patents, 
statutory invention registrations, trademark registrations, etc., is 
inefficient as compared to alternatives such as payment by credit 
card (especially for orders placed via the Internet). Coupons sold 
by the Office (before coupon practice is abolished) may still be 
used but cannot be redeemed. 

Section 1.52: Section 1.52(d) is proposed to be amended to 
provide for nonprovisional applications and provisional applica- 
tions filed in a language other than English. The treatment of 
nonprovisional applications filed in a language other than English 
are revised for clarity, but otherwise remain unchanged (Sec. 
1.52(d)(1)). 

Section 1.52(d)(2) as proposed provides that if a provisional 
application is filed in a language other than English, an English 
translation will not be required in the provisional application. 
Section 1.52(d)(2) as proposed also contains a reference to Sec. 
1.78(a) concerning the requirements for claiming the benefit of the 
filing date of such a provisional application in a later filed 
nonprovisional application. 

Section 1.55: Section 1.55 is proposed to be amended to 
implement the provisions of 35 U.S.C. 119(b) as amended by Sec. 
4503(a) of the “American Inventors Protection Act of 1999,"" by 
providing: (1) a time period within which a claim for the benefit of 
a prior foreign application must be stated or waived; and (2) 
provisions for the acceptance of an unintentionally delayed sub- 
mission of a claim to the benefit of a prior foreign application. 
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Section 1.55(a) is proposed to be amended to provide that: (1) 
in an original application filed under 35 U.S.C. 111(a) (other than 
a design application), the claim for priority must be presented 
during the pendency of the application, and within the later of four 
months from the actual filing date of the application or sixteen 
months from the filing date of the prior foreign application; (2) in 
an application that entered the national stage from an international 
application after compliance with 35 U.S.C. 371, the claim for 
priority must be made during the pendency of the application and 
within the time limit set forth in the PCT and the Regulations 
under the PCT; and (3) the claim for priority and the certified copy 
of the foreign application specified in 35 U.S.C. 119(b) or PCT 
Rule 17 must, in any event, be filed before the patent is granted. 

Section 1.55(c) is proposed to provide that any claim for priority 
under 35 U.S.C. 119(a)-(d), or 365(a) or (b) not presented within 
the time period provided by Sec. 1.55(a) is considered to have 
been waived. Section 1.55(c) as proposed also provides that if a 
claim to priority under 35 U.S.C. 119(a)-(d) or 365(a) or (b) is 
presented after the time period provided by Sec. 1.55(a), the claim 
may be accepted if the claim identifying the prior foreign 
application by specifying its application number, country, and the 
day, month and year of its filing was unintentionally delayed. 
Section 1.55(c) as proposed also provides that a petition to accept 
a delayed claim for priority under 35 U.S.C. 119(a)-(d) or 365(a) 
or (b) must be accompanied by: (1) The surcharge set forth in Sec. 
1.17(u); and (2) a statement that the entire delay between the date 
the claim was due under Sec. 1.55(a)(1) and the date the claim was 
filed was unintentional, and that the Director may require addi- 
tional information where there is a question whether the delay was 
unintentional. 

Section 1.55 as proposed also reflects changes proposed in the 
Patent Business Goals Notice of Proposed Rulemaking. 

Section 1.72: Section 1.72(a) is proposed to be amended to 
provide that the title of the invention may include only characters 
capable of being created by a keyboard and may not exceed 500 
characters in length. The title character type and number limita- 
tions are necessary to ensure that the title can be completely and 
accurately captured in the Office’s Patent Application Locating and 
Monitoring (PALM) system. Section 1.72 as proposed also reflects 
changes proposed in the Patent Business Goals Notice of Proposed 
Rulemaking. 

Section 1.78: Section 1.78(a) is proposed to be amended to 
implement the provisions of 35 U.S.C. 119(e) and 120 as amended 
by Sec. 4503(b) of the “American Inventors Protection Act of 
1999,” by providing: (1) A time period within which a claim to the 
benefit of a prior nonprovisional or provisional application must be 
stated or waived; and (2) provisions for the acceptance of the 
unintentionally delayed submission of a claim to the benefit of a 
prior nonprovisional or provisional application. 

Section 1.78(a)(2) is proposed to be amended to provide that 
(except for a continued prosecution application filed under Sec. 
1.53(d)) any claim to the benefit of a nonprovisional application or 
international application must be made during the pendency of the 
application and within the later of four months from the actual 
filing date of the application or sixteen months from the filing date 
of the prior application. Section 1.78(a)(2) as proposed also 
provides that the failure to timely submit the reference required by 
35 U.S.C. 120 and Sec. 1.78(a)(2) is considered a waiver of any 
benefit under 35 U.S.C. 120, 121, or 365(c) to such prior 
application, but that the time period set forth in Sec. 1.78(a)(2) 
does not apply to an application for a design patent. 

Section 1.78(a)(2) also provides that if the application claims 
the benefit of an international application, the first sentence of the 
specification must include an indication of whether the interna- 
tional application was published under PCT Article 21(2) in 
English (regardless of whether benefit to such application is 
claimed in the application data sheet). 

Sections 1.78(a)(3) and 1.78(a)(4) are proposed to be redesig- 
nated as Secs. 1.78(a)(4) and 1.78(a)(5), respectively. 

Section 1.78(a)(3) as proposed provides that if the reference 
required by 35 U.S.C. 120 and paragraph (a)(2) of this section is 
presented in a nonprovisional application after the time period 
provided by Sec. 1.78(a)(2), the claim under 35 U.S.C. 120, 121, 
or 365(c) for the benefit of a prior filed copending nonprovisional 
application or international application designating the United 
States may be accepted if the claim identifying the prior applica- 
tion by application number or international application number 
and international filing date was unintentionally delayed. Section 
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1.78(a)(3) as proposed also provides that a petition to accept an 
unintentionally delayed claim under 35 U.S.C. 120, 121, or 365(c) 
for the benefit of a prior filed copending application must be 
accompanied by: (1) The surcharge set forth in Sec. 1.17(u); and 
(2) a statement that the entire delay between the date the claim was 
due under Sec. 1.78(a)(2) and the date the claim was filed was 
unintentional, but the Director may require additional information 
where there is a question whether the delay was unintentional. 

Section 1.78(a)(4) is proposed to be amended to provide that, 
for a nonprovisional application to claim the benefit of a provi- 
sional application, the provisional application must be entitled to a 
filing date as set forth in Sec. 1.53(c), and the basic filing fee set 
forth in Sec. 1.16(k) must be paid within the time period set forth 
in Sec. 1.53(g). 

Section 1.78(a)(5) as proposed provides that any nonprovisional 
application claiming the benefit of a provisional application filed 
in a language other than English must (in addition to the reference 
required by 35 U.S.C. 119(e) and proposed Sec. 1.78(a)(5)) 
contain an English language translation of the non-English lan- 
guage provisional application and a statement that the translation 
is accurate. Section 1.78(a)(5) as proposed also provides any claim 
for the benefit of a provisional application and English language 
translation of a non- English language provisional application 
must be submitted during the pendency of the nonprovisional 
application, and within the later of four months from the actual 
filing date of the nonprovisional application or sixteen months 
from the filing date of the prior provisional application. Section 
1.78(a)(5) as proposed also provides that the failure to timely 
submit the reference and English language translation of a non- 
English language provisional application required by 35 U.S.C. 
119e) and Sec. 1.78(a)(5) is considered a waiver of any benefit 
under 35 U.S.C. 119(e) to such prior provisional application. 

Section 1.78(a)(6) as proposed provides that if the reference or 
English language translation of a non-English language provi- 
sional application required by 35 U.S.C. 119(e) and Sec. 1.78(a)(5) 
is presented in a nonprovisional application after the time period 
provided by Sec. 1.78(a)(5), the claim under 35 U.S.C. 119(e) for 
the benefit of a prior filed provisional application may be accepted 
during the pendency of the nonprovisional application if the claim 
identifying the prior application by provisional application number 
and any English language translation of a non-English language 
provisional application were unintentionally delayed. Section 
1.78(a)(6) as proposed also provides that a petition to accept an 
unintentionally delayed claim under 35 U.S.C. 119(e) for the 
benefit of a prior filed provisional application must be accompa- 
nied by: (1) The surcharge set forth in Sec. 1.17(u); and (2) a 
statement that the entire delay between the date the claim was due 
under Sec. 1.78(a)(5) and the date the claim was filed was 
unintentional, but that the Director may require additional infor- 
mation where there is a question whether the delay was uninten- 
tional. 

Section 1.78 as proposed also reflects changes proposed in the 
Patent Business Goals Notice of Proposed Rulemaking. 

Section 1.84: Section 1.84(a)(2) as proposed is amended to 
provide that color drawings are not permitted in an application, or 
copy thereof, submitted under the Office electronic filing system. 
Section 1.84(a)(2) as proposed is also amended to provide that any 
petition to accept color drawings must include a black and white 
photocopy that accurately depicts, to the extent possible, the 
subject matter shown in the color drawing. Since Sec. 1.84(b) 
provides that color photographs will be accepted in utility patent 
applications if the conditions for accepting color drawings have 
been satisfied, the provisions and restrictions in amended Sec. 
1.84(a)(2) would also apply to color photographs. 

Section 1.84(e) is proposed to be amended to provide that 
photographs must be developed on paper meeting the sheet-size 
requirements of Sec. 1.84(f) and the margin requirements of Sec. 
1.84(g). 

Section 1.84(j) is proposed to be amended to refer to the view 
suitable for the front page, rather than the view suitable for the 
Official Gazette, since the front page of the patent (and patent 
application publication) includes the information that is (or would 
be) included in the Official Gazette, and the Office does not plan on 
creating an Official Gazette for patent application publications. 
Section 1.84(j) is also proposed to be amended to provide that: (1) 
One of the views should be suitable for inclusion on the front page 
of the patent application publication and patent as the illustration 
of the invention; and (2) applicant may suggest a single view (by 
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figure number) for inclusion on the front page of the patent 
application publication and patent. Applicants should indicate in 
the application transmittal letter the figure number of the view 
suggested for inclusion on the front page of the patent application 
publication and patent. The Office, however, is not bound by 
applicant’s suggestion. 

Section 1.85: Section 1.85(a) is proposed to be amended to 
provide that a utility or plant application will not be placed on the 
files for examination until objections to the drawings have been 
corrected. As discussed above, these objections will concern 
deficiencies that must be corrected for the drawings to be of 
sufficient quality for use in creating a patent application publica 
tion. Since the Office plans to use the copy of the application 
(including the drawings) from its PACR database to create the 
patent application publication, the Office must require that new or 
corrected drawings correcting the objections to the drawings be 
filed before the application is released from OIPE and placed on 
the files for examination. 

Even if an applicant files the application with a request that the 
application not be published pursuant to 35 U.S.C. 122(b), the 
applicant may rescind that request at any time. See 35 U.S.C 
122(b)(2)(B)(ii). In addition, at the time the Office is recording a 
copy of the application in its PACR database, the Office is not in 
a position to know whether the applicant will file an electronic 
filing system copy of the application for use creating the patent 
application publication. Therefore, the Office must be prepared to 
create a patent application publication from its PACR database for 
each application and insist that objections to the drawings be 
corrected in all utility and plant applications before the application 
can be released from OIPE. 

Section 1.85(a) is also proposed to be amended to provide that 
(except as provided in Sec. 1.215(c)), any patent application 
publication will not include drawings filed after the application has 
been placed on the files for examination. Thus, corrected drawings 
submitted after the application has been released from OIPE will 
not be added to the PACR database or used to create the patent 
application publication. 

Section 1.85(a) is also proposed to be amended to provide that, 
unless applicant is otherwise notified in an Office action, objec- 
tions to the drawings in a utility or plant application will not be 
held in abeyance, and a request to hold objections to the drawings 
in abeyance will not be considered a bona fide attempt to advance 
the application to final action (Sec. 1.135(c)). That is, if an Office 
action or notice contains an objection to the drawings (and does 
not expressly permit such objection to be held in abeyance) and the 
applicant's reply does not correct the objection, the applicant will 
be advised that the reply is non-responsive and given the remain- 
der of the period set in the original Office action or notice (and not 
a new period under Sec. 1.135(c)) within which to correct the 
objection. 

Since design applications are not subject to the eighteen-month 
publication provisions of 35 U.S.C. 122(b), drawings in a design 
application will continue to be admitted for examination if the 
drawings meet the requirements of Sec. 1.84(e), (f), and (g) and are 
suitable for reproduction. 

Section 1.98: Section 1.98(a)(2)(i) is proposed to be amended to 
also refer to U.S. patent application publications. Section 1.98(b) 
is proposed to be amended to provide that each U.S. patent 
application publication listed in an information disclosure state- 
ment shall be identified by applicant, patent application publica- 
tion number, and publication date. The proposed changes to Sec. 
1.98 also reflect changes proposed in the Patent Business Goals 
Notice of Proposed Rulemaking. 

Section 1.99: Section 1.99(a) as proposed provides that a 
submission by a member of the public of patents or publications 
relevant to a pending published application will be entered in the 
application file if the submission complies with the requirements 
of Sec. 1.99 and the application is still pending when the 
submission and application file are brought before the examiner. 
The entry of such a submission does not mean that the patents or 
printed publications contained in the submission will be necessar- 
ily considered and cited by the examiner. If the examiner considers 
a patent or printed publication contained in the submission to be 
pertinent in determining patentability, the examiner will initial that 
patent or printed publication on the listing of the patents or 
publications submitted for consideration by the Office. 

Section 1.99(b) as proposed provides that a submission under 
Sec. 1.99 must identify the application to which it is directed by 
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application number and include: (1) The fee set forth in Sec. 
1.17(p); (2) a listing of the patents or publications submitted for 
consideration by the Office; (3) a copy of each listed patent or 
publication in written form or at least the pertinent portions 
thereof; and (4) an English language translation of all the neces- 
sary and pertinent parts of any non-English language patent or 
publication in written form relied upon. 

Section 1.99(c) as proposed provides that a submission under 
Sec. 1.99 must be served upon the applicant in accordance with 
Sec. 1.248 

Section 1.99(d) as proposed provides that a submission under 
Sec. 1.99 may not include any explanation of the patents, publi- 
cations, or any other information, and is limited to twenty total 
patents or publications. 

Section 1.99(e) as proposed also provides that a submission 
under Sec. 1.99 must be filed within two months of the date of 
publication of the application (Sec. 1.215(a)), or prior to the 
mailing of a notice of allowance (Sec. 1.311), whichever is earlier, 
and that any submission under Sec. 1.99 not filed within this 
period is permitted only when the patents or publications could not 
have been submitted to the Office earlier, and must also be 
accompanied by the processing fee set forth in Sec. 1.17(i). 
Section 1.99(e) as proposed also provides that a submission by a 
member of the public to a pending published application that does 
not comply with the requirements of Sec. 1.99 will be returned or 
disregarded. 

Section 1.99(f) as proposed provides that the involvement of a 
member of the public in filing a submission under Sec. 1.99 ends 
with the filing of the submission. 

Section 1.104: Section 1.104(d) is proposed to be amended to 
provide that if domestic (U.S.) patent application publications are 
cited by the examiner, their publication number, publication date, 
and the names of the applicants will be stated. 

Section 1.130: Section 1.130(a) is proposed to be amended to 
refer to published applications (as well as patents). Specifically, 
Sec. 1.130 is proposed to also be applicable to a rejection of a 
claim in an application or patent under reexamination based upon 
a patent application publication in the situation in which the 
application or patent under reexamination and the published 
application are currently owned by the same party. 

Section 1.131: Section 1.131(a) is proposed to be amended to 
provide that: (1) The effective date of a U.S. patent, U.S. patent 
application publication, or international application publication 
under PCT Article 21(2) is the date that it is effective as a reference 
under 35 U.S.C. 102(e); and (2) prior invention may not be 
established under Sec. 1.131 if the rejection is based upon either a 
U.S. patent or a U.S. patent application publication of a pending or 
patented application to another or others which claims the same 
patentable invention as defined in Sec. 1.601(n). 

Section 1.131 as proposed also reflects changes proposed in the 
Patent Business Goals Notice of Proposed Rulemaking. 

Section 1.132: Section 1.132 is proposed to be amended to 
provide that an oath or declaration may not be submitted under 
Sec. 1.132 to traverse a rejection if the rejection is based upon a 
U.S. patent or a U.S. patent application publication of a pending or 
patented application to another or others which claims the same 
patentable invention as defined in Sec. 1.601(n). 

Section 1.132 as proposed also reflects changes proposed in the 
Patent Business Goals Notice of Proposed Rulemaking. 

Section 1.137: Section 1.137 is proposed to be amended to: (1) 
Make its provisions applicable to the revival of a terminated 
reexamination proceeding; (2) provide for the revival of an 
application abandoned pursuant to 35 U.S.C. 122(b)(2)(B)(iii) for 
failure to timely notify the Office of the filing of an application in 
a foreign country or under a multinational treaty; and (3) reorga- 
nize certain provisions for clarity. 

The provisions for revival of a terminated reexamination pro- 
ceeding (on the basis of unavoidable and unintentional delay) are 
discussed in a separate rulemaking (to implement the optional inter 
partes reexamination provisions of the “American Inventors Pro- 
tection Act of 1999°°). 

As discussed above, if an applicant makes a request (nonpub- 
lication request) upon filing with the appropriate certifications, the 
application will not be published under 35 U.S.C. 122(b)(1). See 
35 U.S.C. 122(b)(2)(B)\(i). An applicant who has made a nonpub- 
lication request but who subsequently files an application directed 
to the invention disclosed in the application filed in the Office in a 
foreign country, or under a multilateral international agreement, 
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that requires eighteen-month publication, must notify the Office of 
such filing within forty-five days after the date of such filing, with 
the failure to timely provide such a notice to the Office resulting in 
abandonment of the application. See 35 U.S.C. 122(b)(2)(B)(iii) 
35 U.S.C. 122(b)(2)(B)(iii), however, also provides that an appli- 
cation abandoned as a result of the failure to timely provide such 
a notice to the Office is subject to revival if the “delay in 
submitting the notice was unintentional.”’ See id. 

Section 1.137(f) as proposed provides for the revival of an 
application abandoned for failure to timely notify the Office of a 
foreign filing. 35 U.S.C. 122(b)(2)(B)(iii) provides for revival only 
on the basis of unintentional delay, and not on the basis of 
unavoidable delay. Compare 35 U.S.C. 122(b)(2)(B)(iii)(“delay * 
* * was unintentional’’) with 35 U.S.C. 111(a)(4) (“delay * * * 
was unavoidable or unintentional’’). Therefore, Sec. 1.137(f) as 
proposed provides that a nonprovisional application abandoned 
pursuant to 35 U.S.C. 122(b)(2)(B)(iii) for failure to timely notify 
the Office of the filing of an application in a foreign country or 
under a multinational treaty that requires eighteen-month publica- 
tion may be revived only pursuant to Sec. 1.137(b). Section 
1.137(f) as proposed also provides that the reply requirement of 
Sec. 1.137(c) is met by the notification of such filing in a foreign 
country or under a multinational treaty, but the filing of a petition 
under Sec. 1.137 will not operate to stay any period for reply that 
may be running against the application. Since the Office cannot 
ascertain whether an application is abandoned under 35 U.S.C. 
122(b)(2)(B)(iii), the Office may continue to process and examine 
the application until the applicant notifies the Office that the 
application is abandoned. Therefore, Sec. 1.137(f) provides that 
the filing of a petition under Sec. 1.137 to revive such an 
application will not operate to stay any period for reply that may 
be running against the application. 

Section 1.137 is also proposed to be amended to locate the 
“reply requirement’’ provisions in Sec. 1.137(c), rather than 
include duplicative provisions concerning the reply requirement in 
each of Sec. 1.137(a) and (b). Thus, the terminal disclaimer 
provisions of Sec. 1.137(c), reconsideration provisions of Sec. 
1.137(d), and provisional application provisions of Sec. 1.137(e) 
are proposed to be moved to Sec. 1.137(d), Sec. 1.137(e), and Sec. 
1.137(g), respectively. In addition, Sec. 1.137(c) also provides that 
in an application abandoned for failure to pay the publication fee, 
the required reply must include payment of the publication fee. 
Thus, even if an application abandoned for failure to pay the 
publication fee is being revived solely for purposes of continuity 
with a continuing application, the petition to revive under Sec. 
1.137 must include payment of the publication fee (unless previ- 
ously submitted). 

Section 1.137 is also proposed to be amended to take into 
account the provisions of 35 U.S.C. 119(e)(3), which extend the 
pendency of a provisional application to the next succeeding 
secular or business day if the day that is twelve months after the 
filing date of the provisional application falls on a Saturday, 
Sunday, or Federal holiday within the District of Columbia. 

Section 1.137 as proposed also reflects changes proposed in the 
Patent Business Goals Notice of Proposed Rulemaking. 

Section 1.138: Section 1.138(a) is proposed to be amended to 
add “or publication’’ to clarify that a letter of express abandon- 
ment may not be recognized by the Office unless it is actually 
received by appropriate officials in time to act thereon before the 
date of publication. 

Section 1.138(c) is proposed to be added to provide for a 
petition for express abandonment to avoid publication. Section 
1.138(c) as proposed provides that an applicant seeking to abandon 
an application to avoid publication of the application (see Sec. 
1.211(a)(1)) must submit a declaration of express abandonment by 
way of a petition including the fee set forth in Sec. 1.17(h) in 
sufficient time to permit the appropriate officials to recognize the 
abandonment and remove the application from the publication 
process. The petition will be granted when it is recognized in 
sufficient time to avoid publication of application information and 
will be denied when it is not recognized in sufficient time to avoid 
publication of application information. This will avert the situation 
in which an applicant files a letter of express abandonment to 
avoid publication, the letter of express abandonment is not 
recognized in sufficient time to avoid publication, upon publication 
the applicant wishes to rescind the letter of express abandonment, 
and the Office cannot revive the application (once the letter of 
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express abandonment is recognized) because the application was 
expressly and intentionally abandoned by the applicant. 

As discussed above, the publication process is a fourteen-week 
process, and applicant should expect that the petition will not be 
granted and application will be published in regular course unless 
such declaration of express abandonment and petition are received 
by the appropriate officials more than four weeks prior to the 
projected date of publication. 

Section 1.138 as proposed (Sec. 1.138(b)) also reflects changes 
proposed in the Patent Business Goals Notice of Proposed Rule- 
making. 

Section 1.165: Section 1.165 is proposed to be amended to 
provide that if plant application drawings include a color drawing 
or photograph, a black and white photocopy that accurately 
depicts, to the extent possible, the subject matter shown in the 
color drawing or photograph must be submitted. 

Section 1.211: Sections 1.211, 1.213, 1.215, 1.217, 1.219, and 
1.221 are proposed to be added to provide for the pre-grant 
publication of applications under 35 U.S.C. 122(b). 

Section !.211(a) as proposed provides that (with certain excep- 
tions) each U.S. national application for patent filed in the Office 
under 35 U.S.C. 111(a) and each international application in 
compliance with 35 U.S.C. 371 will be published promptly after 
the expiration of a period of eighteen months from the earliest 
filing date for which a benefit is sought under title 35, United 
States Code. 

Section 1.211(a)(1) as proposed provides that the Office will not 
publish applications that are recognized as no longer pending. The 
phrase “that are recognized by the Office as no longer pending”’ is 
meant to cover the situation in which the period for reply (either 
the shortened statutory period or the maximum extendable period 
for reply) to an Office action has expired, but the Office has not yet 
entered the change of status (to abandoned) of the application in 
the PALM system and mailed a notice of abandonment. An 
application will remain in the publication process until the PALM 
system indicates that the application is abandoned. Obviously, 
once the PALM system indicates that an application is abandoned, 
the Office will attempt to remove the application from the 
publication process and avoid dissemination of application infor- 
mation. How much dissemination of application information can 
be avoided depends upon how close it is to the publication date 
when the Office recognizes the application as abandoned. Unless 
an applicant has received a notice of abandonment, an applicant 
who wants to abandon the application to avoid publication must 
file a petition under Sec. 1.138(c) to expressly abandon the 
application and avoid publication. An applicant permitting an 
application to become abandoned (for failure to reply to an Office 
action) to avoid publication by passively waiting for the Office to 
recognize that the application has become abandoned must bear 
the risk that the Office will not recognize that the application has 
become abandoned and change the status of the application in the 
PALM system in sufficient time to avoid publication. 

Section 1.211(a)(2) as proposed provides that the Office will not 
publish applications that are national security classified (see Sec. 
5.2(c)), subject to a secrecy order under 35 U.S.C. 181, or under 
national security review. 

Section 1.211(a)(3) as proposed provides that the Office will not 
publish applications that have issued as a patent in sufficient time 
to be removed from the publication process. If the pre-grant 
publication process coincides with the patent issue process, the 
Office will continue with the pre-grant publication process until a 
patent actually issues. This is because there are many instances in 
which the Office mails a notice of allowance (Sec. 1.311) in an 
application but the application does not issue as a patent in regular 
course (abandonment due to failure to pay the issue fee, or 
withdrawal from issue either sua sponte by the Office or on petition 
of the applicant). Therefore, the Office will not discontinue the 
pre-grant publication process until a patent has actually issued. 
Since the Office cannot discontinue the pre-grant publication 
process during the last two weeks of the publication process, this 
will result in a few applications being issued as a patent and 
subsequently being published as a patent application publication. 
The Office will refund the publication fee (if paid) if the applica- 
tion is not published as a patent application publication, but will 
not refund the publication fee if the application is published as a 
patent application publication, even if published after the patent 
issues. 
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Section 1.211(a)(4) as proposed also provides that the Office 
will not publish applications that were filed with a nonpublication 
request in compliance with Sec. 1.213(a). 

Section |.211(b) as proposed provides that provisional applica- 
tions under 35 U.S.C. 111(b) shall not be published. Section 
1.21i(b) as proposed also provides that design applications under 
35 USC. chapter 16 and reissue applications under 35 U.S.C. 
chapter 25 shali not be published under Sec. 1.211. Provisional 
applications under 35 U.S.C. 111(b) and design applications under 
35 U.S.C. chapter 16 are excluded frorn the pre-grant publication 
provisions of 35 U.S.C. 122(b). See 35 U.S.C. 122(b)(2)(A)(ii) 
and (iv). Reissue applications under 35 U.S.C. chapter 25 are not 
maintained in confidence under 35 U.S.C. 122(a). See Sec. 1.11(b). 

Section 1.2ii(c) as proposed provides that the Office will not 
publish an application filed under 35 U.S.C. 111(a) until it includes 
the basic filing fee, an English translation if in a language other 
than English, and an executed oath or declaration. Section 1.2! 1(c) 
as proposed also provides that publishing may be delayed until the 
application includes a specification on papers in compliance with 
Sec. 1.52 and having an abstract (Sec. 1.72(b)), drawings in 
compliance with Sec. 1.84, and a sequence listing in compliance 
with Secs. 1.821 through 1.825 (if applicable), and until any 
petition under Sec. 1.47 is granted. That is, if an application does 
not contain the application content on papers or drawings of 
sufficient quality to create a patent application publication by 
eighteen months from its earliest claimed filing date, the Office 
will publish the application as soon as practical after these 
deficiencies are corrected. 

Section 1.211(d) as proposed provides that the Office may refuse 
to publish an application, or to include a portion of an application 
in the patent application publication (Sec. 1.215), if publication of 
the application or portion thereof would violate Federal or state 
law, or if the application or portion thereof contains offensive or 
disparaging material. A similar provision exists in PCT practice, in 
that the International Bureau may omit expressions or drawings in 
an international application from its publications if the expressions 
or drawings are contrary to morality or public order, or contain 
disparaging statements. See PCT Article 21(6) and Rule 9. 

Section 1.211(e) as proposed provides that the publication fee 
set forth in Sec. 1.18(d) must be paid in each application published 
under this section before the patent will be granted, but does not 
require that the publication fee be paid prior to publication. If an 
application is subject to publication under this section, the sum 
specified in the notice of allowance under Sec. 1.311 will also 
include the publication fee which must be paid within three 
months from the date of mailing of the notice of allowance to 
avoid abandonment of the application. This three-month period is 
not extendable. If the application is not published under this 
section, the publication fee (if paid) will be refunded. 

Section 1.213: Section 1.213 implements the provisions of 35 
U.S.C. 122(b)(2)(B)(i)-(iii). An applicant may request that the 
application not be published under 35 U.S.C. 122(b) and Sec. 
1.211 if the invention disclosed in an application has not been and 
will not be the subject of an application filed in another country, or 
under a multilateral international agreement, that requires publi- 
cation of applications eighteen months after filing. Section 
1.213(a) requires that a request that an application not be published 
under 35 U.S.C. 122(b) (nonpublication request) must: (1) Be 
submitted with the application upon filing; (2) state in a conspicu- 
ous manner that the application is not to be published under 35 
U.S.C. 122(b); (3) contain a certification that the invention 
disclosed in the application has not been and wil! not be the subject 
of an application filed in another country, or under a multilateral 
agreement, that requires publication at eighteen months after 
filing; and (4) be signed in compliance with Sec. 1.33(b). The 
requirement that a nonpublication request be submitted “upon 
filing’’ is a requirement of statute (35 U.S.C. 122(b)(2)(B)(i)), and, 
as such, the Office must deny any petition requesting a waiver of 
this provision of Sec. 1.213(a). 

Section 1.213(b) as proposed provides that the applicant may 
rescind a nonpublication request at any time. See 35 U.S.C. 
122(b)(2)(B)(ii). Section 1.213(b) as proposed also provides that a 
request to rescind a nonpublication request under Sec. 1.213(a) 
must: (1) Identify the application to which it is directed (Sec. 1.5); 
(2) state in a conspicuous manner that the request that the 
application is not to be published under 35 U.S.C. 122(b) is 
rescinded; and (3) be signed in compliance with Sec. 1.33(b). Once 
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a request under Sec. 1.213(b) to rescind a nonpublication request 
is filed and processed by the Office, the application will be 
scheduled for publication in accordance with Sec. 1.211(a). 

Section 1.213(c) reiterates the provisions of 35 U.S.C. 
122(b)(2)(B)iii). Section 1.213(c) specifically states that if an 
applicant who has submitted a nonpublication request under Sec. 
1.213(a) subsequently files an application directed to the invention 
disclosed in the application in which the nonpublication request 
was submitted in another country, or under a multilateral interna- 
tional agreement, that requires publication of applications eighteen 
months after filing, the applicant must notify the Office of such 
filing within forty-five days after the date of the filing of such 
foreign or international application. The failure to timely notify the 
Office of the filing of such foreign or international application shall 
result in abandonment of the application in which the nonpubli- 
cation request was submitted. See 35 U.S.C. 122(b)(2)(B)(iii). 

Section 1.215: Section 1.215(a) as proposed indicates that the 
publication of an application under 35 U.S.C. 122(b) shall include 
a patent application publication. The Office will not mail a paper 
copy of the patent application publication to the applicant, but will 
mail a notice to the applicant indicating that the application has 
been published. 

Section 1.215(a) as proposed also provides that the date of 
publication shall be indicated on the patent application publication. 

Section 1.215(a) as proposed aiso provides that (except as 
discussed below in Sec. 1.215(c)) the patent application publica- 
tion will be based upon the application papers deposited on the 
filing date of the application, except for preliminary amendments, 
as well as the executed oath or declaration submitted to complete 
the application, and any application papers or drawings submitted 
in reply to a preexamination notice requiring a title and abstract in 
compliance with Sec. 1.72, application papers in compliance with 
Sec. 1.52, drawings in compliance with Sec. 1.84, or a sequence 
listing in compliance with Secs. 1.821 through 1.825. That is, the 
patent application publication will not reflect the application as it 
was amended during the examination process, but will only reflect 
the application as recorded in the Office’s PACR database. 

Section 1.2i5(b) as proposed provides a mechanism by which 
applicants may have assignee information (the name and address 
of the assignee of the entire right, title, and interest in an 
application) included on the patent application publication. To 
have assignee information included on the patent application 
publication, the applicant must include a separate paper indicating 
that such information is being provided for inclusion on the patent 
application publication. The assignee information might not be 
included on the patent application publication if such paper is not 
included with the application on filing. Finally, Sec. 1.215(b) 
clarifies that providing assignee information for inclusion on the 
patent application publication does not substitute for an assign- 
ment submitted to the Office for recording under 37 CFR part 3. 

Section 1.215(c) as proposed provides a mechanism by which 
applicants may have the patent application publication reflect the 
application as amended during the examination process (rather 
than the application as recorded in the Office’s PACR database). 
Section 1.215(c) as proposed provides that the Office will use an 
applicant- supplied copy of the application (specification, draw- 
ings, and oath or declaration), provided that: (1) The copy is in 
compliance with the Office electronic filing system (EFS) require- 
ments; and (2) the EFS copy is filed within one month of the actual 
filing date of the application or fourteen months of the earliest 
filing date for which a benefit is sought, whichever is later. 

The fourteen-month period differs from the sixteen-month 
period provided in Sec. 1.217 for submitting a redacted copy of an 
application because the sixteen-month period provided in Sec. 
1.217 is not based upon the fourteen-week publication cycle but is 
provided for by statute (35 U.S.C. 122(b)(2)(B)(v)). 

Section 1.215(d) as proposed provides that if the copy of the 
application does not comply with the Office EFS requirements, the 
Office will publish the application based upon the application 
records in the Office’s PACR database (as provided in Sec. 
1.215(a)). If, however, the Office has not started the publication 
process, the Office may use an untimely filed copy of the 
application supplied by the applicant under Sec. 1.215(c) in 
creating the patent application publication. 

Section 1.217: Section 1.217(a) as proposed implements the 
provisions of 35 U.S.C. 122(b)(2)(B)(v), and provides that if an 
applicant has filed applications in one or more foreign countries, 
directly or through a multilateral international agreement, and such 
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foreign-filed applications or the description of the invention in 
such foreign-filed applications is less extensive than the applica- 
tion or description of the invention in the application filed in the 
Office, the applicant may submit a redacted copy of the application 
filed in the Office for publication, eliminating any part or descrip- 
tion of the invention that is not also contained in any of the 
corresponding applications filed in a foreign country. Section 
1.217(a) as proposed also provides that the Office will publish the 
application as provided in Sec. 1.215(a) unless the applicant files 
a redacted copy of the application in compliance with Sec. 1.217 
within sixteen months after the earliest filing date for which a 
benefit is sought under title 35, United States Code. This sixteen- 
month period is provided by statute (35 U.S.C. 122(b)(2)(B)(v)), 
and as such, requests for waiver of this sixteen- month period will 
be denied. 

As discussed above, this sixteen-month period provided in Sec. 
1.217 differs from the fourteen-month period provided in Sec. 
1.215(c) because the sixteen-month period provided in Sec. 1.217 
is not based upon the fourteen-week publication cycle but is 
provided for by statute (35 U.S.C. 122(b)(2)(B)(v)). If a redacted 
copy of an application is submitted in compliance with Sec. 1.217 
but later than four months prior to the projected publication date, 
the Office will be required to reprocess the patent application 
publication (for which assembly will have already started) using 
the redacted copy of the application provided by applicant. 

Section 1.217(b) as proposed provides that the redacted copy of 
the application must be submitted in compliance with the Office 
EFS requirements. Section 1.217(b) as proposed also provides that 
the title of the invention in the redacted copy of the application 
must correspond to the title of the application at the time the 
redacted copy of the application is submitted to the Office. The 
Office uses the title of the invention (among other information) as 
provided in an EFS copy of an application to confirm the identity 
of the application for which the EFS copy is submitted. Thus, if a 
portion of the title has been redacted such that the title (as 
redacted) in the EFS copy of the application is different from the 
title of the invention for the application as shown in PALM, it will 
appear that the redacted EFS copy of the application incorrectly 
identifies the application for which the redacted EFS copy is 
submitted. If an applicant wants to redact a portion of the title, the 
applicant must first submit an amendment to the title of the 
invention such that it will correspond to the title as redacted. 
Section 1.217(b) as proposed also provides that if the redacted 
copy of the application does not comply with the Office EFS 
requirements, the Office will publish the application based upon 
the unredacted records in the Office’s PACR database. 

Section 1.217(c) as proposed provides that the applicant must 
also concurrently submit in paper (Sec. 1.52(a)) to be filed in the 
application: (1) A certified copy of each foreign-filed application 
that corresponds to the application for which a redacted copy is 
submitted; (2) a translation of each such foreign-filed application 
that is in a language other than English, and a statement that the 
translation is accurate; (3) a marked-up copy of the application 
showing the redactions in brackets; and (4) a certification that the 
redacted copy of the application eliminates only a part or descrip- 
tion of the invention that is not contained in any application filed 
in a foreign country, directly or through a multilateral international 
agreement, that corresponds to the application filed in the Office. 
The provisions of Sec. 1.217(c) are designed to ensure that any 
patent application publication based upon a redacted copy of an 
application contains the parts and description of the invention 
contained in any of the corresponding applications filed in a 
foreign country. 

Section 1.217(d) as proposed provides a mechanism for obtain- 
ing an appropriately redacted copy of the application contents to 
provide to members of the public requesting a copy of the file 
wrapper and contents of the application. Section 1.217(d) as 
proposed provides that the Office wil! provide a complete unre- 
dacted copy of the file wrapper and contents of an application for 
which a redacted copy was submitted under Sec. 1.217 (upon 
payment of a fee) unless the applicant complies with the require- 
ments of Sec. 1.217(d). Since the processing required to provide 
redacted copies of the application content is the result of an 
applicant choosing to submit a redacted copy under Sec. 1.217, it 
is appropriate to require the applicant to timely provide appropri- 
ate redacted copies of Office correspondence and applicant sub- 
missions, and to pay a processing fee for the special handling 
required for these papers, should the applicant wish to maintain the 
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redacted portions of the application in confidence prior to the grant 
of a patent. 

Section 1.217(d)(1) as proposed provides that the applicant must 
accompany the submission required by Sec. 1.217(c) with: (1) a 
copy of any Office correspondence previously received by appli- 
cant including any desired redactions, and a second copy of all 
Office correspondence previously received by applicant showing 
the redacted material in brackets; and (2) a copy of each submis- 
sion previously filed by the applicant including any desired 
redactions, and a second copy of each submission previously filed 
by the applicant showing the redacted material in brackets. Section 
1.217(d)(2) as proposed provides that the applicant must also: (1) 
Within one month of the date of mailing of any correspondence 
from the Office, file a copy of such Office correspondence 
including any desired redactions, and a second copy of such Office 
correspondence showing the redacted material in brackets; and (2) 
with each submission by the applicant, include a copy of such 
submission including any desired redactions, and a second copy of 
such submission showing the redacted materia! in brackets. Sec- 
tion 1.217(d)(3) as proposed provides that each submission under 
Sec. 1.217(d)(1) or Sec. 1.217(d)(2) must also be accompanied by 
the processing fee set forth in Sec. 1.17(i) and a certification that 
the redactions included therein are limited to the elimination of 
material that is relevant only to the part or description of the 
invention that is not contained in the redacted copy of the 
application submitted for publication. If the applicant fails to 
comply with these requirements, the Office will provide a com- 
plete unredacted copy of the file wrapper and contents of the 
application to any member of the public (upon payment of a fee). 

Section 1.217(e) provides that the certificate of mailing or 
transmission procedure set forth in provisions of Sec. 1.8 do not 
apply to the time periods set forth in Sec. 1.217. 

Section 1.219: Section 1.219 implements the provisions of 35 
U.S.C. 122(b)(1) that authorize (but do not require) the Office to 
publish earlier than at the eighteen-month period set forth in 35 
U.S.C. 122(b)(1) at the request of the applicant. Section 1.219 as 
proposed provides that any request for early publication must be 
accompanied by the publication fee set forth in Sec. 1.18(d). 
Section 1.219 as proposed provides that if the applicant does not 
submit a copy of the application in compliance with the Office EFS 
requirements, the Office will publish the application based upon 
the application records in the Office’s PACR database (as provided 
in Sec. 1.215(a)). Section 1.219 as proposed also provides that no 
consideration will be given to requests for publication on a certain 
date (which includes a request that certain applications be pub- 
lished on the same date), and such requests will be treated as a 
request for publication as soon as possible. 

Section 1.221: Section 1.221 provides for voluntary publication 
of applications filed before, but pending on, November 29, 2000, 
and for requests for republication of applications previously 
published under Sec. 1.211. Applicants may request republication 
of an application under Sec. 1.221 to obtain a patent application 
publication that: (1) corrects immaterial errors or errors not the 
result of Office mistake; or (2) reflects the application as amended 
during prosecution of the application. 

Section 1.221(a) as proposed provides that a request for volun- 
tary publication or republication must include a copy of the 
application in compliance with the Office EFS requirements and be 
accompanied by the publication fee set forth in Sec. 1.18(d) and 
the processing fee set forth in- Sec. 1.17(i). Since voluntary 
publication or republication of applications is not mandated by 35 
U.S.C. 122(b)(1), if a request for voluntary publication or repub- 
lication does not comply with the requirements of Sec. 1.221, or 
the copy of the application does not comply with the Office EFS 
requirements, the Office will not publish the application based 
upon the application records in the Office’s PACR database (as 
provided in Sec. 1.215(a)) but will simply not publish the 
application and will refund the publication fee (but not the 
processing fee). 

Section |.221(b) as proposed provides that the Office will grant 
a request for a corrected or revised patent appiication publication 
other than as provided in Sec. 1.221(a) only when the Office makes 
a material mistake which is apparent from Office records. The 
phrase “material mistake’’ means a mistake that affects the 
public’s ability to appreciate the technical disclosure of the patent 
application publication or determine the scope of the provisional 
rights that an applicant may seek to enforce upon issuance of a 
patent (e.g., error in the claims, serious error in a portion of the 
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written description or drawings that is necessary to support the 
claims). The Office will permit applicants to review the biblio- 
graphic information contained in the Office’s PALM database via 
its PAIR system. Therefore, applicants are expected to review that 
information and bring errors to the Office’s attention at least 
fourteen weeks before the projected date of publication. Section 
1.221(b) as proposed also provides that any request for a corrected 
or revised patent application publication other than as provided in 
Sec. 1.221(a) must be filed within two months from the date of the 
patent application publication, and that this period is not extend- 
able. 

Section 1.291: Section 1.291(a)(1) implements the provisions of 
35 U.S.C. 122(c), which specify that the Office shall establish 
appropriate procedures to ensure that no protest or other form of 
pre- issuance opposition to the grant of a patent may be initiated 
after publication of the application without the applicant's express 
written consent. Section 1.291 is proposed to be amended to 
provide that a protest must be submitted prior to the date the 
application was published or the mailing of a notice of allowance 
under Sec. 1.311, whichever occurs first 

Section 1.292: Section 1.292(b)(3) is proposed to be amended to 
require that any petition to institute a public use proceeding be 
submitted prior to the date the application was published or 
mailing of a notice of allowance under Sec. 1.311, whichever 
occurs first. Section 1.311: Section 1.311(a) is proposed to be 
amended to provide that the sum specified in the notice of 
allowance may (in addition to the issue fee) also include the 
publication fee, in which case the issue fee and publication fee 
(Sec. 1.211(f)) must both be paid within three months from the 
date of mailing of the notice of allowance to avoid abandonment 
of the application. Section 1.31 1(a) is also amended to provide that 
this three-month period is not extendable. Section 1.311(b) is 
proposed to be amended to provide that an authorization to charge 
any of the post-allowance fees set forth in Sec. 1.18 to a deposit 
account may be filed in an individual application only after 
mailing of the notice of allowance. 

Section |.311(b) as proposed also reflects changes proposed in 
the Patent Business Goals Notice of Proposed Rulemaking. 

Section 1.417: Section 1.417 is proposed to be added to provide 
for the submission of international publications or English lan- 
guage translations of international applications pursuant to 35 
U.S.C. 154(d)(4). This section as proposed sets forth the require- 
ments for the filing of an English language international publica- 
tion or translation of an international application in order to ensure 
proper handling by the Office. Section 1.417 as proposed provides 
that such a submission must clearly identify the international 
application to which it pertains under Sec. 1.5(a), and unless it is 
being submitted pursuant to Sec. 1.494 or Sec. 1.495, must be 
clearly identified as a submission pursuant to 35 U.S.C. 154(d)(4). 
Failure to properly identify such submissions will result in the 
English language international publication or translation of the 
description and claims of the international application being 
processed as the filing of a national application under 35 U.S.C. 
111(a). Additionally, failure to properly identify the international 
publication or translation as a submission under 35 U.S.C. 
154(d)(4) may cause the Office to be unable to properly track or 
retrieve the international publication or translation in relation to its 
international application number. Section 1.417 as proposed also 
provides that such submissions should be marked “Box PCT.”’ 

The submission of an international publication or translation of 
an international application for the purposes of national stage entry 
in accordance with Sec. 1.494 or Sec. 1.495 may also be relied 
upon as the submission for the purposes of 35 U.S.C. 154(d)(4). 
Likewise, an earlier filed international publication or translation 
(submitted for the purposes of 35 U.S.C. 154(d)(4) and properly 


identified as such) may also be relied upon for the purpose of 


satisfying the requirement of 35 U.S.C. 371(c)(2). If applicant 
intends to rely on such an earlier filed international publication or 
translation, the submission of documents under Sec. 1.494(f) and 
Sec. 1 495(g) should include an indication that the international 
publication or translation has been previously submitted for the 
purposes of 35 U.S.C. 154(d)(4) to avoid the mailing of either a 
Notice of Abandonment (PCT/DO/EO/909) indicating that a copy 


of the international application was not timely filed, or a Notice of 


Missing Requirements (PCT/DO/EO/905) indicating that a trans- 
lation of the international application is required. While (as 
discussed above) applicants may rely on an earlier filed interna- 
tional publication or translation for the purposes of national stage 
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entry and processing, the Office strongly recommends that a 
second copy of the international publication or translation be 
included with the initial national stage papers in order to ensure the 
integrity of the first submitted international publication or trans- 
lation. Otherwise, processing of the national stage application may 
result in the alteration of the originally filed international publica- 
tion or translation through, e.g., the entry of amendments. 

Section 1.494: Section 1.494(f) is amended to exempt a copy of 
the international publication or translation of the international 
application identified as provided in Sec. 1.417 from the docu- 
ments that must be clearly identified as a submission to enter the 
national stage under 35 U.S.C. 371 to avoid being considered a 
submission under 35 U.S.C. 111(a). 

Section 1.495: Section 1.495(g) is amended to exempt a copy of 
the international publication or translation of the international 
application identified as provided in Sec. 1.417 from the docu- 
ments that must be clearly identified as a submission to enter the 
national stage under 35 U.S.C. 371 to avoid being considered a 
submission under 35 U.S.C. 111(a). 


Part 5 


Section 5.1: Section 5.1 is proposed to be amended to imple- 
ment the provisions of 35 U.S.C. 122(d), which specify that the 
application will not be published under 35 U.S.C. 122(b)(1) if 
publication or disclosure of the application would be detrimental 
to national security. Section 5.1 as proposed provides that an 
application under national security review will not be published at 
least until six months from its filing date or three months from the 
date the application was referred to a defense agency, whichever is 
later. These are the current national security review screening time 
frames for foreign filing license purposes. Section 5.1 as proposed 
also provides that a national security classified patent application 
will not be published under Sec. 1.211 of this chapter or allowed 
under Sec. 1.311 of this chapter until the application is declassified 
and any secrecy order under Sec. 5.2(a) has been rescinded. 

Section 5.1 as proposed also reflects changes proposed in the 
Patent Business Goals Notice of Proposed Rulemaking. 


Classification 
Regulatory Flexibility Act 


The Chief Counsel for Regulation of the Department of Commerce 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that the changes proposed in this notice, if 
adopted, would not have a significant impact on a substantial 
number of small entities (Regulatory Flexibility Act, 5 U.S.C. 
605(b)). This rulemaking implements the eighteen-month publica- 
tion provisions of Secs. 4501 through 4508 of the “American 
Inventors Protection Act of 1999." The changes proposed in this 
notice (if adopted) would provide procedures for the eighteen- 
month publication of patent applications. 

An applicant may file a nonpublication request (opt-out of 
eighteen-month publication) if the invention disclosed in the 
application has not and will not be the subject of an application 
filed in another country, or under a multilateral international 
agreement, that requires eighteen-month publication. Since almost 
all small entities file patent applications only in the United States, 
almost all small entities can choose whether they want their 
applications to be subject to eighteen-month publication. The 
Office receives roughly 60,000 applications each year from small 
entities. Based upon input from small entity groups during the 
legislative process, the Office expects that small entities will file a 
nonpublication request for roughly 30,000 applications (fifty 
percent) with the remaining 30,000 applications being subject to 
eighteen-month publication. Since the current application allow- 
ance rate is roughly sixty-seven percent, roughly 20,000 applica- 
tions subject to eighteen-month publication will be allowed, at 
which time a publication fee ($300.00) will be due. Since the 
publication fee is less than one-third of the combined cost of the 
application filing fee ($345.00) and patent issue fee ($605.00), 
there will not be a significant economic impact on a substantial 
number of small entities due to eighteen-month publication. 


Executive Order 13132 


This rulemaking does not contain policies with federalism 
implications sufficient to warrant preparation of a Federalism 
Assessment under Executive Order 13132 (August 4, 1999). 
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Executive Order 12866 


This rulemaking has been determined to be not significant for 
purposes of Executive Order 12866 (September 30, 1993). 


Paperwork Reduction Act 


This notice of proposed rulemaking involves information col- 
lection requirements which are subject to review by the[009a]xn 
Office of Management and Budget (OMB) under the Paperwork 
Reduction Act of 1995 (44 U.S.C. 3501 et seq.). The collections of 
information involved in this notice of proposed rulemaking have 
been reviewed and previously approved by OMB under OMB 
control numbers: 0651-0021, 0651-0027, 0651-0031, 0651- 0032, 
0651-0033, and 0651-0034. 

As required by the Paperwork Reduction Act of 1995 (44 U.S.C. 
3507(d)), the Patent and Trademark Office has submitted an 
information collection package to OMB for its review and ap- 
proval of the proposed information collections under OMB control 
number 0651-0031 and 0651- 0032. The Patent and Trademark 
Office is submitting these information collections to OMB for its 
review and approval because this notice of proposed rulemaking 
will add the nonpublication request, rescission of the nonpublica- 
tion request, electronic filing system copy of the application (for 
publication purposes), copy of the application file content showing 
redactions, and petition to accept a delayed priority claim to these 
collections. 

As discussed above, this notice of proposed rulemaking also 
involves currently approved information collections under OMB 
control numbers: 0651-0021, 0651-0027, 0651-0033, and 0651- 
0034. The Patent and Trademark Office is not resubmitting those 
information collection packages to OMB for its review and 
approval because the changes in this notice of proposed rulemak- 
ing do not affect the information collection requirements associ- 
ated with the information collections under those OMB control 
numbers. 

The title, description and respondent description of each of the 
information collections are shown below with an estimate of each 
of the annual reporting burdens. Included in each estimate is the 
time for reviewing instructions, gathering and maintaining the data 
needed, and completing and reviewing the collection of informa- 
tion. 


OMB Number: 0651-0021. 

Title: Patent Cooperation Treaty. 

Form Numbers: PCT/RO/101,ANNEX/134/144, PTO-1382, 
PCT/IPEA/401, PCT/IB/328. 

Type of Review: Approved through May of 2000. 

Affected Public: Individuals or Households, Business or Other 
For- Profit Institutions, Federal Agencies or Employees, Not-for- 
Profit Institutions, Small Businesses or Organizations. 

Estimated Number of Respondents: 102,950. 

Estimated Time Per Response: 0.9538 hour. 

Estimated Total Annual Burden Hours: 98,195 hours. 

Needs and Uses: The information collected is required by the 
Patent Cooperation Treaty (PCT). The general purpose of the PCT 
is to simplify the filing of patent applications on the same 
invention in different countries. It provides for a centralized filing 
procedure and a standardized application format. 


OMB Number: 0651-0027. 

Title: Changes in Patent and Trademark Assignment Practices. 

Form Numbers: PTO-1618 and PTO-1619, PTO/SB/15/4i. 

Type of Review: Approved through May of 2002. 

Affected Public: Individuals or Households and Businesses or 
Other For-Profit Institutions 

Estimated Number of Respondents: 209,040. 

Estimated Time Per Response: 0.5 hour. 

Estimated Total Annual Burden Hours: 104,520 hours. 

Needs and Uses: The Office records about 209,040 assignments 
or documents related to ownership of patent and trademark cases 
each year. The Office requires a cover sheet to expedite the 
processing of these documents and to ensure that they are properly 
recorded. 


OMB Number: 0651-0031. 
Title: Patent Processing (Updating). 
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Form Numbers: PTO/SB/08/2 1 -27/3 1/42/43/6 1/62/63/64/67/68/ 
91/92/96/ 97. 

Type of Review: Approved through October of 2002. 

Affected Public: Individuals or Households, Business or Other 
For- Profit Institutions, Not-for-Profit Institutions and Federal 
Government. 

Estimated Number of Respondents: 2,040,630. 

Estimated Time Per Response: 0.39 hours. 

Estimated Total Annual Burden Hours: 788,421 hours. 

Needs and Uses: During the processing of an application for a 
patent, the applicant/agent may be required or desire to submit 
additional information to the Office concerning the examination of 
a specific application. The specific information required or which 
may be submitted includes: Information Disclosure Statements; 
Terminal Disclaimers; Petitions to Revive; Express Abandon- 
ments; Appeal Notices; Petitions for Access; Powers to Inspect; 
Certificates of Mailing or Transmission; Statements under Sec. 
3.73(b); Amendments, Petitions and their Transmittal Letters; and 
Deposit Account Order Forms. 


OMB Number: 0651-0032. 

Title: Initial Patent Application. 

Form Number: PTO/SB/01-07/13PCT/17-19/29/101-110. 

Type of Review: Approved through October of 2002. 

Affected Public: Individuals or Households, Business or Other 
For- Profit Institutions, Not-for-Profit Institutions and Federal 
Government. 

Estimated Number of Respondents: 344,100. 

Estimated Time Per Response: 8.7 hours. 

Estimated Total Annual Burden Hours: 2,994,160 hours. 

Needs and Uses: The purpose of this information collection is to 
permit the Office to determine whether an application meets the 
criteria set forth in the patent statute and regulations. The standard 
Fee Transmittal form, New Utility Patent Application Transmittal 
form, New Design Patent Application Transmittal form, New Plant 
Patent Application Transmittal form, Declaration, and Plant Patent 
Application Declaration will assist applicants in complying with 
the requirements of the patent statute and regulations, and will 
further assist the Office in processing and examination of the 
application. 


OMB Number: 0651-0033. 

Title: Post Allowance and Refiling. 

Form Numbers: PTO/SB/13/14/44/S0-57; PTOL-85b. 

Type of Review: Approved through September of 2000. 

Affected Public: Individuals or Households, Business or Other 
For-Profit Institutions, Not-for-Profit Institutions and Federal Gov- 
ernment. 

Estimated Number of Respondents: 135,250. 

Estimated Time Per Response: 0.325 hour. 

Estimated Total Annual Burden Hours: 43,893 hours. 

Needs and Uses: This collection of information is required to 
administer the patent laws pursuant to title 35, U.S.C., concerning 
the issuance of patents and related actions including correcting 
errors in printed patents, refiling of patent applications, requesting 
reexamination of a patent, and requesting a reissue patent to 
correct an error in a patent. The affected public includes any 
individual or institution whose application for a patent has been 
allowed or who takes action as covered by the applicable rules. 


OMB Number: 0651-0034. 

Title: Secrecy/License to Export. 

Form Numbers: None. 

Type of Review: Approved through January of 2001. Affected 
Public: Individuals or Households, Business or Other For- Profit 
Institutions, Not-for-Profit Institutions and Federal Government. 

Estimated Number of Respondents: 2,187. 

Estimated Time Per Response: 0.67 hour. 

Estimated Total Annual Burden Hours: 1,476 hours. 

Needs and Uses: In the interest of national security, patent laws 
and regulations place certain limitations on the disclosure of 
information contained in patents and patent applications and on the 
filing of applications for patent in foreign countries. 

The principal impact of the changes in this notice of proposed 
rulemaking is to implement the changes to Office practice neces- 
sitated by Secs. 4501 through 4508 of the “American Inventors 
Protection Act of 1999°" (enacted into law by Sec. 1000(a\(9), 
Division B, of Public Law 106-113). 
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Comments are invited on: (1) Whether the collection of infor- 
mation is necessary for preper performance of the functions of the 
agency; (2) the accuracy of the agency’s estimate of the burden; 
(3) ways to enhance the quality, utility, and clarity of the 
information to be collected; and (4) ways to minimize the burden 
of the collection of information to respondents. 

Interested persons are requested to send comments regarding 
these information collections, including suggestions for reducing 
this burden, to Robert J. Spar, Director, Special Program Law 
Office, Patent and Trademark Office, Washington, D.C. 20231, or 
to the Office of Information and Regulatory Affairs of OMB, New 
Executive Office Building, 725 17th Street, N.W., Room 10235, 
Washington, D.C. 20503, Attention: Desk Officer for the Patent 
and Trademark Office. 

Notwithstanding any other provision of law, no person is 
required to respond to nor shall a person be subject to a penalty for 
failure to comply with a collection of information subject to the 
requirements of the Paperwork Reduction Act unless that collec- 
tion of information displays a currently valid OMB control 
number. 


List of Subjects 
37 CFR Part 1 


Administrative practice and procedure, Courts, Freedom of 
Information, Inventions and patents, Reporting and recordkeeping 
requirements, Small businesses. 


37 CFR Part 5 


Classified information, foreign relations, inventions and patents. 
For the reasons set forth in the preamble, 37 CFR Parts | and 5 are 
proposed to be amended as follows: 


PART 1--RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part | is revised to read as 
follows: 


Authority: 35 U.S.C. 2(b)(2), unless otherwise noted. 


2. Section 1.9 is amended by revising paragraph (c) to read as 
follows: 


Sec. 1.9 Definitions. 


** KK 

(c) A published application as used in this chapter means an 
application for patent which has been published under 35 U.S.C. 
122(b). 
x*eeEK * 

3. Section 1.11 is amended by revising paragraph (a) to read as 
follows: 


Sec. 1.11 Files open to the public. 


(a) The specification, drawings, and all papers relating to the file 
of an abandoned published application, except if a redacted copy 
of the application was used for the patent application publication, 
a patent, or a statutory invention registration are open to inspection 
by the public, and copies may be obtained upon the payment of the 
fee set forth in Sec. 1.19(b)(2). See Sec. 2.27 for trademark files. 


xe ee * 


4. Section |.12 is amended by revising paragraphs (a)(1) and (b) 
to read as follows: 


Sec. 1.12 Assignment records open to public inspection. 


(a)(1) Separate assignment records are maintained in the Patent 
and Trademark Office for patents and trademarks. The assignment 
records, relating to original or reissue patents, including digests 
and indexes, for assignments recorded on or after May 1, 1957, 
published patent applications, and assignment records relating to 
pending or abandoned trademark applications and to trademark 
registrations, for assignments recorded on or after January 1, 1955, 
are open to public inspection at the Patent and Trademark Office, 
and copies of those assignment records may be obtained upon 
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request and payment of the fee set forth in Sec. 1.19 and Sec. 2.6 
of this chapter. 
*e EK 

(b) Assignment records, digests, and indexes relating to any 
pending or abandoned patent application which has not been 
published under 35 U.S.C. 122(b) are not available to the public. 
Copies of any such assignment records and information with 
respect thereto shall be obtainable only upon written authority of 
the applicant or applicant’s assignee or attorney or agent or upon 
a showing that the person seeking such information is a bona fide 
prospective or actual purchaser, mortgagee, or licensee of such 
application, unless it shall be necessary to the [009a]bnproper 
conduct of business before the Office or as provided by these rules. 
x**e# Kee * 


5. Section 1.13 is revised to read as follows: 
Sec. 1.13 Copies and certified copies. 


(a) Non-certified copies of patents, patent application publica- 
tions, and trademark registrations and of any records, books, 
papers, or drawings within the jurisdiction of the United States 
Patent and Trademark Office and open to the public, will be 
furnished by the United States Patent and Trademark Office to any 
person, and copies of other records or papers will be furnished to 
persons entitled thereto, upon payment of the fee therefor. 

(b) Certified copies of patents, patent application publications, 
and trademark registrations and of any records, books, papers, or 
drawings within the jurisdiction of the United States Patent and 
Trademark Office and open to the public or persons entitled thereto 
will be authenticated by the seal of the United States Patent and 
Trademark Office and certified by the Director, or in his or her 
name attested by an officer of the United States Patent and 
Trademark Office authorized by the Director, upon payment of the 
fee for the certified copy. 


6. Section 1.14 is amended by revising paragraphs (a), (b), (c) 
and (e), and adding paragraphs (h), (i) and (j) to read as follows: 


Sec. 1.14 Patent applications preserved in confidence. 


(a) Confidentiality of patent application information. Patent 
applications that have not been published under 35 U.S.C. 122(b) 
are generally preserved in confidence pursuant to 35 U.S.C. 
122(a). Information concerning the filing, pendency, or subject 
matter of an application for patent, including status information, 
and access to the application, will only be given to the public as set 
forth in Sec. 1.11 or in this section. 

(1) Status information is: 

(i) Whether the application is pending, abandoned, or patented; 
(ii) Whether the application has been published under 35 U.S.C. 
122(b); and 

(iii) The application “numerical identifier’’ which may be: 

(A) The eight digit application number (the two digit series code 
plus the six digit serial number); or 

(B) The six digit serial number plus any one of the filing date of 
the national application, the international filing date, or date of 
entry into the national stage. 

(2) Access is defined as providing the application file for review 
and copying of any material. 

(b) When status information may be supplied. Status informa- 
tion of an application may be supplied by the Office to the public 
if any of the following apply: 

(1) Access to the application is available pursuant to paragraph 
(e) of this section; 

(2) The application is referred to by its numerical identifier in a 
published patent document (e.g., a U.S. patent, a U.S. patent 
application publication, or an international application publica- 
tion), or in a U.S. application open to public inspection (Sec. 
1.11(b), or paragraph (e)(2)(i) or (e)(2)(ii) of this section); or 

(3) The application is a published international application in 
which the United States of America has been indicated as a 
designated state. 

(4) The application claims the benefit of the filing date of an 
application for which status information may be provided pursuant 
to paragraphs (b)(1) through (b)(3) of this section. 
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(c) When copies may be supplied. A copy of an application-as- 
filed or a file wrapper and contents may, subject to paragraph (j) of 
this section (addresses international applications), be supplied by 
the Office to the public if any of the following apply: 

(1) Application-as-filed. If a U.S. patent application publication 
or patent incorporates by reference, or includes a specific reference 
under 35 U.S.C. 119(e) or 120 to, a pending or abandoned 
application, a copy of that application-as-filed may be provided to 
any person upon written request, including the fee set forth in Sec. 
1.19(b)(1). 

(2) File wrapper and contents. A copy of the specification, 
drawings, and all papers relating to the file of an abandoned or 
pending published application may be provided to any person 
upon written request, including the fee set forth in Sec. 1.19(b)(2). 
If a redacted copy of the application was used for the patent 
application publication, the copy of the specification, drawings, 
and papers may be limited to a redacted copy. 

** eK * 

(e) Public access to a pending or abandoned application may be 
provided. Access to an application may, subject to paragraph (j) of 
this section, be provided to any person if a written request for 
access is submitted, the application file is available, and any of the 
following apply: 

(1) The application is open to public inspection pursuant to Sec. 
1.11(b): or 

(2) The application is abandoned, it is not within the file jacket 
of a pending application under Sec. 1.53(d), and it is referred to: 

(i) In a U.S. patent application publication or patent; or 

(ii) In another U.S. application which is open to public inspec- 
tion either pursuant to Sec. 1.11(b) or paragraph (e)(2)(i) of this 
section. 
eek eX * 

(h) [Reserved] 

(i) International applications. (1) Copies of international appli- 
cation files for international applications filed on or after Novem- 
ber 29, 2000, and which designate the U.S. and which have been 
published in accordance with PCT Article 21(2), or copies of a 
document in such application files, will be furnished in accordance 
with Patent Cooperation Treaty (PCT) Articles 30 and 38 and PCT 
Rules 94.2 and 94.3, upon written request including a showing that 
the publication of the application has occurred and that the U.S. 
was designated, and upon payment of the appropriate fee (Sec. 
1.19(b)(2) or Sec. 1.19(b)(3)), if: 

(i) With respect to the Home Copy, the international application 
was filed with the U.S. Receiving Office; 

(ii) With respect to the Search Copy, the U.S. acted as the 
International Searching Authority; or 

(iii) With respect to the Examination Copy, the United States 
acted as the International Preliminary Examining Authority, an 
International Preliminary Examination Report has issued, and the 
United States was elected. 

(2) Acopy of an English language translation of an international 
application, which has been filed in the Patent and Trademark 
Office pursuant to 35 U.S.C. 154(2)(d)(4) will be furnished upon 
written request including a showing that the publication of the 
application in accordance with PCT Article 21(2) has occurred and 
that the U.S. was designated, and upon payment of the appropriate 
fee (Sec. 1.19(b)(2) or Sec. 1.19(b)(3)). 

(3) Access to international application files for international 
applications filed on or after November 29, 2000, and which 
designate the U.S. and which have been published in accordance 
with PCT Article 21(2), or copies of a document in such applica- 
tion files, will be furnished in accordance with Patent Cooperation 
Treaty (PCT) Articles 30 and 38 and PCT Rules 94.2 and 94.3, 
upon written request including a showing that the publication of 
the application has occurred and that the U.S. was designated. 

(4) In accordance with PCT Article 30, copies of an interna- 
tional application-as-filed under paragraph (c)(1) of this section 
will not be provided prior to the international publication of the 
application pursuant to PCT Article 21(2). 

(5) Access to international application files under paragraphs (e) 
and (i)(3) of this section will not be permitted with respect to the 
Examination Copy in accordance with PCT Article 38. 

(j) Access or copies in other circumstances. The Office, either 
sua sponte or on petition, may also provide access or copies of all 
or part of an application if necessary to carry out an Act of 
Congress or if warranted by other special circumstances. Any 
petition by a member of the public seeking access to, or copies of, 
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all or part of any pending or abandoned application preserved in 
confidence pursuant to paragraph (a) of this section, or any related 
papers, must include: 

(1) The fee set forth in Sec. 1.17(h); and 

(2) A showing that access to the application is necessary to carry 
out an Act of Congress or that special circumstances exist which 
warrant petitioner being granted access to all or part of the 
application. 

7. Section 1.17 is amended by revising its heading and para- 
graphs (h), (i), (1), (m) and (p) and adding paragraph (u) to read as 
follows: Sec. 1.17 Patent application and reexamination process- 
ing fees. 
xk KK 


(h) For filing a petition under one of the following sections 
WERdCHD FOTSES CO CES PTAQTIIIN  .o5n.s sins csvesececssccseessonesessssuases 130.00 


Sec. 1.12--for access to an assignment record. 
Sec. 1.14--for access to an application. 


Sec. 1.47--for filing by other than all the inventors or a person not 
the inventor. 


Sec. 1.53(e)--to accord a filing date. 

Sec. 1.59--for expungement and return of information. 
Sec. 1.84--for accepting color drawings or photographs. 
Sec. 1.91--for entry of a model or exhibit. 

Sec. 1.102--to make an application special. 

Sec. 1.103(a)--to suspend action in application. 


Sec. 1.138(c)--to expressly abandon an application to avoid 
publication. 


Sec. 1.182--for decision on a question not specifically provided 
for. Sec. 


Sec. 1.183--to suspend the rules. 


Sec. 1.295--for review of refusal to publish a statutory invention 
registration. 


Sec. 1.313--to withdraw an application from issue. 
Sec. 1.314--to defer issuance of a patent. 


Sec. 1.377--for review of decision refusing to accept and record 
payment of a maintenance fee filed prior to expiration of a patent. 


Sec. 1.378(e)--for reconsideration of decision on petition refusing 
to accept delayed payment of maintenance fee in an expired patent. 


Sec. 1.644(e)--for petition in an interference. 


Sec. 1.644(f)--for request for reconsideration of a decision on 
petition in an interference. 


Sec. 1.666(b)--for access to an interference settlement agreement. 
Sec. 1.666(c)--for late filing of interference settlement agreement. 


Sec. 1.741(b)--to accord a filing date to an application for 
extension of a patent term. 


Sec. 5.12--for expedited handling of a foreign filing license. 
Sec. 5.15--for changing the scope of a license. 
Sec. 5.25--for retroactive license. 


(i) Processing fee for taking action under one of the following 
sections which refers to this paragraph: ................0:ce0000++ 130.00 
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Sec. 1.28(c)(3)--for processing a non-itemized fee deficiency 
based on an error in small entity status. 


Sec. 1.41--for supplying the name or names of the inventor or 
inventors after the filing date without an oath or declaration as 
prescribed by Sec. 1.63, except in provisional applications. 


Sec. 1.48--for correcting inventorship, except in provisional appli- 
cations. 


Sec. 1.52(d)--for processing a nonprovisional application filed 
with a specification in a language other than English. 


Sec. 1.55--for entry of late priority papers. 
Sec. 1.99(e)--for processing a belated submission under Sec. 1.99. 


Sec. 1.103(b)--for requesting limited suspension of action in 
continued prosecution application. 


Sec. !.217--for processing a redacted copy of a paper submitted in 
the file of an application in which a redacted copy was submitted 
for the patent application publication. 


Sec. 1.221--for requesting voluntary publication or republication 
of an application. 


Sec. 1.497(d)--for filing an oath or declaration pursuant to 35 
U.S.C. 371(c)(4) naming an inventive entity different from the 
inventive entity set forth in the international stage. 


(1) For filing a petition for the revival of an unavoidably 
abandoned application under 35 U.S.C. 111, 133, 364, or 371, for 
delayed payment of the issue fee under 35 U.S.C. 151, or for the 
revival of an unavoidably terminated reexamination proceeding 
under 35 U.S.C. 133 (Sec. 1.137(a)): 


ee da. | | enn: 
By other than a small entity: ...................csssseesssseeeeeeceeeeeee 110.00 


(m) For filing a petition for revival of an unintentionally 
abandoned application, for the unintentionally delayed payment of 
the fee for issuing a patent, or for the revival of an unintentionally 
terminated reexamination proceeding under 35 U.S.C. 41(a)(7) 
(Sec. 1.137(b)): 


Ma MUI IE CRE, BEI cess ccncsicscsivcesessinsccenicessesesiod 605.00 
ay GRRE CEE CUE CII ascescninicscesnesenavtnesnsssonessnicones 1,210.00 


(p) For an information disclosure statement under Sec. 1.97(c) 
or (d) or a submission under Sec. 1.99: oo... ceceeceeeeeeeeeeee 240.00 


xe EK 

(u) For the acceptance of an unintentionally delayed claim for 
priority under 35 U.S.C. 119, 120, 121, or 365 (Secs. 1.55 and 
TUE cashaat gcctntccupetsendyctitias wiesiciurtacinietdadinas anesabeacesencanniaite 1,210.00 


8. Section 1.18 is amended by revising its heading and adding 
paragraph (d) to read as follows: 


Sec. 1.18 Patent post-allowance (including issue) fees. 
xexeK SE 


NI NS i i a a ee 300.00 
Sec. 1.24 [Removed and Reserved] 
9. Section 1.24 is removed and reserved. 


10. Section 1.52 is amended by revising paragraph (d) to read as 
follows: 


Sec. 1.52 Language, paper, writing, margins. 


kekKK 


(d) A nonprovisional or provisional application may be filed in 
a language other than English. 
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(1) Nonprovisional application. If a nonprovisional application 
is filed in a language other than English, an English language 
translation of the non-English language application, a statement 
that the translation is accurate, and the processing fee set forth in 
Sec. 1.17(i) are required. If these items are not filed with the 
application, applicant will be notified and given a period of time 
within which they must be filed in order to avoid abandonment. 

(2) Provisional application. If a provisional application is filed 
in a language other than English, an English language translation 
of the non-English language provisional application will not be 
required in the provisional application. See Sec. 1.78(a) for the 
requirements for claiming the benefit of such provisional applica- 
tion in a nonprovisional application. 

11. Section 1.55 is amended by revising paragraph (a) and 
adding paragraph (c) to read as follows: 


Sec. 1.55 Claim for foreign priority. 


(a) An applicant in a nonprovisional application may claim the 
benefit of the filing date of one or more prior foreign applications 
under the conditions specified in 35 U.S.C. 119(a) through (d), 
172, and 365(a) and (b). 

(1)(i) In an original application filed under 35 U.S.C. 111(a), the 
claim for priority must be presented during the pendency of the 
application, and within the later of four months from the actual 
filing date of the application or sixteen months from the filing date 
of the prior foreign application. This time period is not extendable. 
The claim must identify the foreign application for which priority 
is claimed, as well as any foreign application for the same subject 
matter and having a filing date before that of the application for 
which priority is claimed, by specifying the application number, 
country (or intellectual property authority), day, month, and year 
of its filing. The time period in this paragraph does not apply to an 
application for a design patent. 

(ii) In an application that entered the national stage from an 
international application after compliance with 35 U.S.C. 371, the 
claim for priority must be made during the pendency of the 
application and within the time limit set forth in the PCT and the 
Regulations under the PCT. 

(2) The claim for priority and the certified copy of the foreign 
application specified in 35 U.S.C. 119(b) or PCT Rule 17 must, in 
any event, be filed before the patent is granted. If the claim for 
priority or the certified copy of the foreign application is filed after 
the date the issue fee is paid, it must be accompanied by the 
processing fee set forth in Sec. 1.17(i), but the patent will not 
include the priority claim unless corrected by a certificate of 
correction under 35 U.S.C. 255 and Sec. 1.323 of this part. 

(3) When the application becomes involved in an interference 
(Sec. 1.630), when necessary to overcome the date of a reference 
relied upon by the examiner, or when deemed necessary by the 
examiner, the Office may require that the claim for priority and the 
certified copy of the foreign application be filed earlier than 
provided in paragraphs (a)(1) or (a)(2) of this section. 

(4) An English-language translation of a non-English-language 
foreign application is not required except when the application is 
involved in an interference (Sec. 1.630), when necessary to 
overcome the date of a reference relied upon by the examiner, or 
when specifically required by the examiner. If an English-language 
translation is required, it must be filed together with a statement 
that the translation of the certified copy is accurate. 


kee * 


(c) Unless such claim is accepted in accordance with the 
provisions of this paragraph, any claim for priority under 35 
U.S.C. 119(a)-(d), or 365(a) or (b) not presented within the time 
period provided by paragraph (a) of this section is considered to 
have been waived. If a claim for priority under 35 U.S.C. 
119(a)-(d) or 365(a) or (b) is presented after the time period 
provided by paragraph (a) of this section, the claim may be 
accepted if the claim identifying the prior foreign application by 
specifying its application number, country, and the day, month and 
year of its filing was unintentionally delayed. A petition to accept 
a delayed claim for priority under 35 U.S.C. 119(a)- (d) or 365(a) 
or (b) must be accompanied by: 

(1) The surcharge set forth in Sec. 1.17(u); and 

(2) A statement that the entire delay between the date the claim 
was due under paragraph (a)(1) of this section and the date the 
claim was filed was unintentional. The Director may require 
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additional information where there is a question whether the delay 
was unintentional. 

12. Section 1.72 is amended by revising paragraph (a) to read as 
follows: 


Sec. 1.72 Title and abstract. 


(a) The title of the invention may include only characters 
capable of being created by a keyboard and may not exceed 500 
characters in length. The title should be as short and specific as 
possible. Unless the title is supplied in an application data sheet 
(Sec. 1.76), the title of the invention should appear as a heading on 
the first page of the specification. 


xe eK 


13. Section 1.78 is amended by revising paragraphs (a)(2), 
(a)(3), and (a)(4), and adding new paragraphs (a)(5) and (a)(6) to 
read as follows: 


Sec. 1.78 Claiming benefit of earlier filing date and cross refer- 
ences to other applications. 


(ail) * * * 

(2) Except for a continued prosecution application filed under 
Sec. 1.53(d), any nonprovisional application claiming the benefit 
of one or more prior filed copending nonprovisional applications 
or international applications designating the United States of 
America must contain a reference to each such prior application, 
identifying it by application number (consisting of the series code 
and serial number) or international application number and inter- 
national filing date and indicating the relationship of the applica- 
tions. This reference must be submitted during the pendency of the 
application, and within the later of four months from the actual 
filing date of the application or sixteen months from the filing date 
of the prior application. This time period is not extendable. Unless 
the reference required by this paragraph is included in an appli- 
cation data sheet (Sec. 1.76), the specification must contain or be 
amended to contain such reference in the first sentence following 
the title. If the application claims the benefit of an international 
application, the first sentence of the specification must include an 
indication of whether the international application was published 
under PCT Article 21(2) in English (regardless of whether benefit 
for such application is claimed in the application data sheet). The 
request for a continued prosecution application under Sec. 1.53(d) 
is the specific reference required by 35 U.S.C. 120 to the prior 
application. The identification of an application by application 
number under this section is the specific reference required by 35 
U.S.C. 120 to every application assigned that application number. 
Cross references to other related applications may be made when 
appropriate (see Sec. 1.14). Except as provided in paragraph (a)(3) 
of this section, the failure to timely submit the reference required 
by 35 U.S.C. 120 and this paragraph is considered a waiver of any 
benefit under 35 U.S.C. 120, 121, or 365(c) to such prior 
application. The time period set forth in this paragraph does not 
apply to an application for a design patent. 

(3) If the reference required by 35 U.S.C. 120 and paragraph 
(a)(2) of this section is presented in a nonprovisional application 
after the time period provided by paragraph (a)(2) of this section, 
the claim under 35 U.S.C. 120, 121, or 365(c) for the benefit of a 
prior filed copending nonprovisional application or international 
application designating the United States of America may be 
accepted if the reference identifying the prior application by 
application number or international application number and inter- 
national filing date was unintentionally delayed. A petition to 
accept an unintentionally delayed claim under 35 U.S.C. 120, 121, 
or 365(c) for the benefit of a prior filed application must be 
accompanied by: 

(i) The surcharge set forth in Sec. 1.17(u); and 

(ii) A statement that the entire delay between the date the claim 
was due under paragraph (a)(2) of this section and the date the 
claim was filed was unintentional. The Director may require 
additional information where there is a question whether the delay 
was unintentional. 

(4) A nonprovisional application other than for a design patent 
may claim an invention disclosed in one or more prior filed 
provisional applications. In order for a nonprovisional application 
to claim the benefit of one or more prior filed provisional 
applications, each prior provisional application must name as an 
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inventor at least one inventor named in the later filed nonprovi- 
sional application and disclose the named inventor’s invention 
claimed in at least one claim of the later filed nonprovisional 
application in the manner provided by the first paragraph of 35 
U.S.C. 112. In addition, each prior provisional application must be 
entitled to a filing date as set forth in Sec. 1.53(c), and the basic 
filing fee set forth in Sec. 1.16(k) must be paid within the time 
period set forth in Sec. 1.53(g). 

(5) Any nonprovisional application claiming the benefit of one 
or more prior filed copending provisional applications must 
contain a reference to each such prior provisional application, 
identifying it as a provisional application, and including the 
provisional application number (consisting of series code and 
serial number), and, if the provisional application is filed in a 
language other than English, an English language translation of the 
non-English language provisional application and a statement that 
the translation is accurate. This reference and English language 
translation of a non-English language provisional application must 
be submitted during the pendency of the nonprovisional applica- 
tion, and within the later of four months from the actual filing date 
of the nonprovisional application or sixteen months from the filing 
date of the prior provisional application. This time period is not 
extendable. Unless the reference required by this paragraph is 
included in an application data sheet (Sec. 1.76), the specification 
must contain or be amended to contain such reference in the first 
sentence following the title. Except as provided in paragraph (a)(6) 
of this section, the failure to timely submit the reference and 
English language translation of a non-English language provi- 
sional application required by 35 U.S.C. 119(e) and this paragraph 
is considered a waiver of any benefit under 35 U.S.C. 119(e) to 
such prior provisional application. 

(6) If the reference or English language translation of a non- 
English language provisional application required by 35 U.S.C. 
119(e) and paragraph (a)(5) of this section is presented in a 
nonprovisional application after the time period provided by 
paragraph (a)(5) of this section, the claim under 35 U.S.C. 119%e) 
for the benefit of a prior filed provisional application may be 
accepted during the pendency of the nonprovisional application if 
the claim identifying the prior application by provisional applica- 
tion number and any English language translation of a non-English 
language provisional application were unintentionally delayed. A 
petition to accept an unintentionally delayed claim under 35 
U.S.C. 119e) for the benefit of a prior filed provisional application 
must be accompanied by: 

(i) The surcharge set forth in Sec. 1.17(u); and 


(ii) A statement that the entire delay between the date the claim 
was due under paragraph (a)(5) of this section and the date the 
claim was filed was unintentional. The Director may require 
additional information where there is a question whether the delay 
was unintentional. 


kek KK 


14. Section 1.84 is amended by revising paragraphs (a)(2), (e), 
and (j) to read as follows: 


Sec. 1.84 Standards for drawings. 


(a) * * * 

(2) Color. On rare occasions, color drawings may be necessary 
as the only practical medium by which to disclose the subject 
matter sought to be patented in a utility or design patent applica- 
tion or the subject matter of a statutory invention registration. The 
color drawings must be of sufficient quality such that all details in 
the drawings are reproducible in black and white in the printed 
patent. Color drawings are not permitted in international applica- 
tions (see PCT Rule 11.13), or in an application, or copy thereof, 
submitted under the Office electronic filing system. The Office will 
accept color drawings in utility or design patent applications and 
statutory invention registrations only after granting a petition filed 
under this paragraph explaining why the color drawings are 
necessary. Any such petition must include the following: 

(i) The fee set forth in Sec. 1.17(h); 

(ii) Three (3) sets of color drawings; 


(iii) A black and white photocopy that accurately depicts, to the 
extent possible, the subject matter shown in the color drawing; and 
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(iv) An amendment to the specification to insert (unless the 
specification contains or has been previously amended to contain) 
the following language as the first paragraph of the brief descrip- 
tion of the drawings: 


The patent or application file contains at least one drawing 
executed in color. Copies of this patent or patent application 
publication with color drawing(s) will be provided by the Patent 
and Trademark Office upon request and payment of the necessary 
fee. 


(e) Type of paper. Drawings submitted to the Office must be 
made on paper which is flexible, strong, white, smooth, non-shiny, 
and durable. All sheets must be reasonably free from cracks, 
creases, and folds. Only one side of the sheet may be used for the 
drawing. Each sheet must be reasonably free from erasures and 
must be free from alterations, overwritings, and interlineations. 
Photographs must be developed on paper meeting the sheet-size 
requirements of paragraph (f) of this section and the margin 
requirements of paragraph (g) of this section. See paragraph (b) of 
this section for other requirements for photographs. 
ks ekekERE 

(j) Front page view. One of the views should be suitable for 
inclusion on the front page of the patent application publication 
and patent as the illustration of the invention. Applicant may 
suggest a single view (by figure number) for inclusion on the front 
page of the patent application publication and patent. 

15. Section 1.85 is amended by revising paragraph (a) to read as 
follows: 


Sec. 1.85 Corrections to drawings. 


(a) A utility or plant application will not be placed on the files 
for examination until objections to the drawings have been 
corrected. Except as provided in Sec. 1.215(c), any patent appli- 
cation publication will not include drawings filed after the appli- 
cation has been placed on the files for examination. Unless 
applicant is otherwise notified in an Office action, objections to the 
drawings in a utility or plant application will not be held in 
abeyance, and a request to hold objections to the drawings in 
abeyance will not be considered a bona fide attempt to advance the 
application to final action (Sec. 1.135(c)). If a drawing in a design 
application meets the requirements of Sec. 1.84(e), (f), and (g) and 
is suitable for reproduction, but is not otherwise in compliance 
with Sec. 1.84, the drawing may be admitted for examination. 
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16. Section 1.98 is amended by revising paragraphs (a)(2) and 
(b) to read as follows: 


Sec. 1.98 Content of information disclosure statement 


— 

(2) A legible copy of: 

(i) Each U.S. patent application publication and U.S. and 
foreign patent; 

(ii) Each publication or that portion which caused it to be listed; 

(iii) For each cited pending U.S. application, the application 
specification including the claims, and any drawing of the appli- 
cation, or that portion of the application which caused it to be 
listed including any claims directed to that portion; and (iv) All 
other information or that portion which caused it to be listed; and 
keKESE 

(b) Each U.S. patent listed in an information disclosure state- 
ment shall be identified by patentee, patent number, and issue date. 
Each U.S. patent application publication listed in an information 
disclosure statement shall be identified by applicant, patent appli- 
cation publication number, and publication date. Each listed U.S. 
application shall be identified by the inventor, application number, 
and filing date. Each listed foreign patent or published foreign 
patent application shall be identified by the country or patent office 
which issued the patent or published the application, an appropri- 
ate document number, and the publication date indicated on the 
patent or published application. Each listed publication shall be 
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identified by author (if any), title, relevant pages of the publication, 
date, and place of publication. 
kkE KS 


* * 


17. A new Sec. 1.99 is added to read as follows: 
Sec. 1.99 Third party submission in published application. 


(a) A submission by a member of the public of patents or 
publications relevant to a pending published application will be 
entered in the application file if the submission complies with the 
requirements of this section and the application is still pending 
when the submission and application file are brought before the 
examiner. 

(b) A submission under this section must identify the application 
to which it is directed by application number and include: 

(1) The fee set forth in Sec. 1.17(p): 

(2) A listing of the patents or publications submitted for 
consideration by the Office; 

(3) A copy of each listed patent or publication in written form or 
at least the pertinent portions thereof; and 

(4) An English language translation of all the necessary and 
pertinent parts of any non-English language patent or publication 
in written form relied upon. 

(c) The submission under this section must be served upon the 
applicant in accordance with Sec. 1.248. 

(d) A submission under this section may not include any 
explanation of the patents, publications, or any other information, 
and is limited to twenty total patents or publications. 

(e) A submission under this section must be filed within two 
months of the date of publication of the application (Sec. 1.215(a)) 
or prior to the mailing of a notice of allowance (Sec. 1.311), 
whichever is earlier. Any submission under this section not filed 
within this period is permitted only when the patents or publica- 
tions could not have been submitted to the Office earlier, and must 
also be accompanied by the processing fee set forth in Sec. 1.17(i). 
A submission by a member of the public to a pending published 
application that does not comply with the requirements of this 
section will be returned or discarded. 

(f) A member of the public may include a self-addressed 
postcard with a submission to receive an acknowledgment by the 
Office that the submission has been received. A member of the 
public filing a submission under this section will not receive any 
communications from the Office relating to the submission other 
than the return of a self- addressed postcard. In the absence of a 
request by the Office, an applicant has no duty to, and need not, 
reply to a submission under this section. The limited involvement 
of the member of the public filing a submission pursuant to this 
section ends with the filing of the submission, and no further 
submission on behalf of the member of the public will be 
considered, except for additional prior art, or unless such submis- 
sion raises new issues which could not have been earlier presented. 


18. Section 1.104 is amended by revising paragraph (d)(1) to 
read as follows: 


Sec. 1.104 Nature of examination. 
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(d) Citation of references. (1) If domestic patents are cited by 
the examiner, their numbers and dates, and the names of the 
patentees will be stated. If domestic patent application publications 
are cited by the examiner, their publication number, publication 
date, and the names of the applicants will be stated. If foreign 
published applications or patents are cited, their nationality or 
country, numbers and dates, and the names of the patentees will be 
stated, and such other data will be furnished as may be necessary 
to enable the applicant, or in the case of a reexamination 
proceeding, the patent owner, to identify the published applica- 
tions or patents cited. In citing foreign published applications or 
patents, in case only a part of the document is involved, the 
particular pages and sheets containing the parts relied upon will be 
identified. If printed publications are cited, the author (if any), title, 
date, pages or plates, and place of publication, or place where a 
copy can be found, will be given. 
k*eeKK 


19. Section 1.130 is amended by revising its heading and 
paragraph (a) to read as follows: 





Fesruary 20, 2001 


Sec. 1.130 Affidavit or declaration to disqualify commonly owned 
patent or published application as prior art. 


(a) When any claim of an application or a patent under 
reexamination is rejected under 35 U.S.C. 103 on a U.S. patent or 
U.S. patent application publication which is not prior art under 35 
U.S.C. 102(b), and the inventions defined by the claims in the 
application or patent under reexamination and by the claims in the 
patent or published application are not identical but are not 
patentably distinct, and the inventions are owned by the same 
party, the applicant or owner of the patent under reexamination 
may disqualify the patent or patent application publication as prior 
art. The patent or patent application publication can be disqualified 
as prior art by submission of: 

(1) A terminal disclaimer in accordance with Sec. 1.321(c); and 

(2) An oath or declaration stating that the application or patent 
under reexamination and patent or published application are 
currently owned by the same party, and that the inventor named in 
the application or patent under reexamination is the prior inventor 
under 35 U.S.C. 104. 

*e ek * 

20. Section 1.131 is amended by revising its heading and 

paragraph (a) to read as follows: 


Sec. 1.131 Affidavit or declaration of prior invention. 


(a) When any claim of an application or a patent under 
reexamination is rejected, the inventor of the subject matter of the 
rejected claim, the owner of the patent under reexamination, or the 
party qualified under Secs. 1.42, 1.43, or 1.47, may submit an 
appropriate oath or declaration to establish invention of the subject 
matter of the rejected claim prior to the effective date of the 
reference or activity on which the rejection is based. The effective 
date of a U.S. patent, U.S. patent application publication, or 
international application publication under PCT Article 21(2) is the 
date that it is effective as a reference under 35 U.S.C. 102(e). Prior 
invention may not be established under this section in any country 
other than the United States, a NAFTA country, or a WTO member 
country. Prior invention may not be established under this section 
before December 8, 1993, in a NAFTA country other than the 
United States, or before January 1, 1996, in a WTO member 
country other than a NAFTA country. Prior invention may not be 
established under this section if either: 

(1) The rejection is based upon a U.S. patent or U.S. patent 
application publication of a pending or patented application to 
another or others which claims the same patentable invention as 
defined in Sec. 1.601(n); or 

(2) The rejection is based upon a statutory bar. 
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21. Section 1.132 is revised to read as follows: 


Sec. 1.132 Affidavits or declarations traversing rejections or 
objections. 


When any claim of an application or a patent under reexami- 
nation is rejected or objected to, an oath or declaration may be 
submitted to traverse the rejection or objection. An oath or 
declaration may not be submitted under this section to traverse a 
rejection if the rejection is based upon a U.S. patent or a U.S. 
patent application publication of a pending or patented application 
to another or others which claims the same patentable invention as 
defined in Sec. 1.601(n). 


22. Section 1.137 is revised to read as follows: 


Sec. 1.137 Revival of abandoned application, terminated reexami- 
nation proceeding, or lapsed patent. 


(a) Unavoidable. Where the delay in reply by applicant or patent 
owner was unavoidable, a petition may be filed to revive an 
abandoned application, a terminated reexamination proceeding, or 
a lapsed patent pursuant to this paragraph. A grantable petition 
pursuant to this paragraph must be accompanied by: 

(1) The reply required to the outstanding Office action or notice, 
unless previously filed: 

(2) The petition fee as set forth in Sec. 1.17(1); 


U.S. PATENT AND TRADEMARK OFFICE 


1243 TMOG 613 
(150) 


(3) A showing to the satisfaction of the Director that the entire 
delay in filing the required reply from the due date for the reply 
until the filing of a grantable petition pursuant to this paragraph 
was unavoidable; and 

(4) Any terminal disclaimer (and fee as set forth in Sec. 1.20(d)) 
required pursuant to paragraph (d) of this section. 

(b) Unintentional. Where the delay in reply by applicant or 
patent owner was unintentional, a petition may be filed to revive an 
abandoned application, a terminated reexamination proceeding, or 
a lapsed patent pursuant to this paragraph. A grantable petition 
pursuant to this paragraph must be accompanied by: 

(1) The reply required to the outstanding Office action or notice, 
unless previously filed: 

(2) The petition fee as set forth in Sec. 1.17(m); 

(3) A statement that the entire delay in filing the required reply 
from the due date for the reply until the filing of a grantable 
petition pursuant to this paragraph was unintentional. The Director 
may require additional information where there is a question 
whether the delay was unintentional; and 

(4) Any terminal disclaimer (and fee as set forth in Sec. 1.20(d)) 
required pursuant to paragraph (d) of this section. 

(c) Reply. In a nonprovisional application abandoned for failure 
to prosecute, the required reply may be met by the filing of a 
continuing application. In a nonprovisional utility or plant appii- 
cation filed after June 8, 1995, and abandoned for failure to 
prosecute, the required reply may also be met by the filing of a 
request for continued examination in compliance with Sec. 1.114. 
In an application or patent, abandoned or lapsed for failure to pay 
the issue fee or any portion thereof, the required reply must include 
payment of the issue fee or any outstanding balance thereof. In an 
application, abandoned for failure to pay the publication fee, the 
required reply must include payment of the publication fee. 

(d) Terminal disclaimer. (1) Any petition to revive pursuant to 
this section in a design application must be accompanied by a 
terminal disclaimer and fee as set forth in Sec. 1.321 dedicating to 
the public a terminal part of the term of any patent granted thereon 
equivalent to the period of abandonment of the application. Any 
petition to revive pursuant to this section in either a utility or plant 
application filed before June 8, 1995, must be accompanied by a 
terminal disclaimer and fee as set forth in Sec. 1.321 dedicating to 
the public a terminal part of the term of any patent granted thereon 
equivalent to the lesser of: 

(i) The period of abandonment of the application; or 

(ii) The period extending beyond twenty years from the date on 
which the application for the patent was filed in the United States 
or, if the application contains a specific reference to an earlier filed 
application(s) under 35 U.S.C. 120, 121, or 365(c), from the date 
on which the earliest such application was filed. 

(2) Any terminal disclaimer pursuant to paragraph (d)(1) of this 
section must also apply to any patent granted on a continuing 
utility or plant application filed after June 8, 1995, or a continuing 
design application, that contains a specific reference under 35 
U.S.C. 120, 121, or 365(c) to the application for which revival is 
sought. 

(3) The provisions of paragraph (d)(1) of this section do not 
apply to applications for which revival is sought solely for 
purposes of copendency with a utility or plant application filed on 
or after June 8, 1995, to lapsed patents, or to reexamination 
proceedings. 

(e) Request for reconsideration. Any request for reconsideration 
or review of a decision refusing to revive an abandoned applica- 
tion or lapsed patent upon petition filed pursuant to this section, to 
be considered timely, must be filed within two months of the 
decision refusing to revive or within such time as set in the 
decision. Unless a decision indicates otherwise, this time period 
may be extended under the provisions of Sec. 1.136 for an 
abandoned application or lapsed patent; under the provisions of 
Sec. 1.550(c) for a terminated ex parte reexamination proceeding 
filed under Sec. 1.510; and under the provisions of Sec. 1.956 for 
a terminated inter partes reexamination proceeding filed under Sec 
1.913. 

(f) Abandonment for failure to notify the Office of a foreign 
filing. A nonprovisional application abandoned pursuant to 35 
U.S.C. 122(b\(2)(B (iii) for failure to timely notify the Office of 
the filing of an application in a foreign country or under a 
multinational treaty that requires publication of applications eigh- 
teen months after filing, may be revived only pursuant to para- 
graph (b) of this section. The reply requirement of paragraph (c) of 
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this section is met by the notification of such filing in a foreign 
country or under a multinational treaty, but the filing of a petition 
under this section will not operate to stay any period for reply that 
may be running against the application. 

(g) Provisional applications. A provisional application, aban- 
doned for failure to timely respond to an Office requirement, may 
be revived pursuant to this section. Subject to the provisions of 35 
U.S.C. 119(e)(3) and Sec. 1.7(b), a provisional application will not 
be regarded as pending after twelve months from its filing date 
under any circumstances. 


23. Section 1.138 is revised to read as follows: 
Sec. 1.138 Express abandonment. 


(a) An application may be expressly abandoned by filing in the 
Patent and Trademark Office a written declaration of abandonment 
identifying the application. Express abandonment of the applica- 
tion may not be recognized by the Office unless it is actually 
received by appropriate officials in time to act thereon before the 
date of issue or publication. 

(b) A written declaration of abandonment must be signed by a 
party authorized under Sec. 1.33(b)(1), (b)(3) or (b)(4) to sign a 
paper in the application, except as otherwise provided in this 
paragraph. A registered attorney or agent not of record who acts in 
a representative capacity under the provisions of Sec. 1.34(a) when 
filing a continuing application may expressly abandon the prior 
application as of the filing date granted to the continuing applica- 
tion. 

(c) An applicant seeking to abandon an application to avoid 
publication of the application (see Sec. 1.211(a)(1)) must submit a 
declaration of express abandonment by way of a petition under this 
section including the fee set forth in Sec. 1.17(h) in sufficient time 
to permit the appropriate officials to recognize the abandonment 
and remove the application from the publication process. Appli- 
cant should expect that the petition will not be granted and the 
application will be published in regular course unless such 
declaration of express abandonment and petition are received by 
the appropriate officials more than four weeks prior to the 
projected date of publication. 

24. Section 1.165 is amended by revising paragraph (b) to read 
as follows: 


Sec. 1.165 Piant drawings. 


(b) The drawings may be in color. The drawing must be in color 
if color is a distinguishing characteristic of the new variety. Two 
copies of color drawings or photographs and a biack and white 
photocopy that accurately depicts, to the extent possible, the 
subject matter shown in the color drawing or photograph must be 
submitted. 

25. A new, undesignated center heading and new sections 1.211, 
1.213, 1.215, 1.217, 1.219, and 1.221 are added to Subpart B to 
read as follows: 


Publication of Applications 
Sec. 1.21! Publication of applications. 


(a) Each U.S. national application for patent filed in the Office 
under 35 U.S.C. 111(a) and each international application in 
compliance with 35 U.S.C. 371 will be published promptly after 
the expiration of a period of eighteen months from the earliest 
filing date for which a benefit is sought under title 35, United 
States Code, unless: 

(1) The application is recognized by the Office as no longer 
pending; 

(2) The application is national security classified (see Sec. 
5.2(c)), subject to a secrecy order under 35 U.S.C. 181, or under 
national security review: 

(3) The application has issued as a patent in sufficient time to be 
removed from the publication process; or 

(4) The application was filed with a nonpublication request in 
compliance with Sec. 1.213(a). 
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(b) Provisional applications under 35 U.S.C. 111(b) shall not be 
published, and design applications under 35 U.S.C. chapter 16 and 
reissue applications under 35 U.S.C. chapter 25 shall not be 
published under this section. 

(c) An application filed under 35 U.S.C. 111(a) will not be 
published until it includes the basic filing fee (Sec. 1.16(a) or 
1.16(g)), any English translation required by Sec. 1.52(d), and an 
executed oath or declaration under Sec. 1.63. The Office may delay 
publishing any application until it includes a specification on 
papers in compliance with Sec. 1.52 and having an abstract (Sec. 
1.72(b)), drawings in compliance with Sec. 1.84, and a sequence 
listing in compliance with Secs. 1.821 through 1.825 (if appli- 
cable), and until any petition under Sec. 1.47 is granted. 

(d) The Office may refuse to publish an application, or to include 
a portion of an application in the patent application publication 
(Sec. 1.215), if publication of the application or portion thereof 
would violate Federal or state law, or if the application or portion 
thereof contains offensive or disparaging material. 

(e) The publication fee set forth in Sec. 1.18(d) must be paid in 
each application published under this section before the patent will 
be granted. If an application is subject to publication under this 
section, the sum specified in the notice of allowance under Sec. 
1.311 will also include the publication fee which must be paid 
within three months from the date of mailing of the notice of 
allowance to avoid abandonment of the application. This three- 
month period is not extendable. If the application is not published 
under this section, the publication fee (if paid) will be refunded. 


Sec. 1.213 Nonpublication request. 


(a) If the invention disclosed in an application has not been and 
will not be the subject of an application filed in another country, or 
under a multilateral international agreement, that requires publi- 
cation of applications eighteen months after filing, the application 
will not be published under 35 U.S.C. 122(b) and Sec. 1.211 
provided: 

(1) A request (nonpublication request) is submitted with the 
application upon filing; 

(2) The request states in a conspicuous manner that the 
application is not to be published under 35 U.S.C. 122(b): 

(3) The request contains a certification that the invention 
disclosed in the application has not been and will not be the subject 
of an application filed in another country, or under a multilateral 
agreement, that requires publication at eighteen months after 
filing; and 

(4) The request is signed in compliance with Sec. 1.33(b). 

(b) The applicant may rescind a nonpublication request at any 
time. A request to rescind a nonpublication request under para- 
graph (a) of this section must: 

(1) Identify the application to which it is directed: 

(2) State in a conspicuous manner that the request that the 
application is not to be published under 35 U.S.C. 122(b) is 
rescinded; and 

(3) Be signed in compliance with Sec. 1.33(b). 

(c) If an applicant who has submitted a nonpublication request 
under paragraph (a) of this section subsequently files an applica- 
tion directed to the invention disclosed in the application in which 
the nonpublication request was submitted in another country, or 
under a multilateral international agreement, that requires publi- 
cation of applications eighteen months after filing, the applicant 
must notify the Office of such filing within forty-five days after the 
date of the filing of such foreign or international application. The 
failure to timely notify the Office of the filing of such foreign or 
international application shall result in abandonment of the appli- 
cation in which the nonpublication request was submitted (35 
U.S.C. 122(b)(2)(B (iii). 


Sec. 1.215 Patent application publication. 


(a) The publication of an application under 35 U.S.C. 122(b) shall 
include a patent application publication. The date of publication 
shall be indicated on the patent application publication. The patent 
application publication will be based upon the application papers 
deposited on the filing date of the application, except for prelimi- 
nary amendments, as well as the executed oath or declaration 
submitted to complete the application, and any application papers 
or drawings submitted in reply to a preexamination notice requir- 
ing a title and abstract in compliance with Sec. 1.72, application 
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papers in compliance with Sec. 1.52, drawings in compliance with 
Sec. 1.84, or a sequence listing in compliance with Secs. 1.821 
through 1.825, except as otherwise provided in this section. 

(b) If applicant wants the patent application publication to 
include assignee information, the applicant must include a separate 
paper indicating that such information is being provided for 
inclusion on the patent application publication. Assignee informa- 
tion might not be included on the patent application publication if 
such paper is not included with the application on filing. Assignee 
information as used in this paragraph means the name and address 
of the assignee of the entire right, title, and interest in an 
application. Providing this information does not substitute for 
compliance with any requirement of part 3 of this chapter to have 
an assignment recorded by the Office. 

(c) At applicant’s option, the patent application publication will 
be based upon the copy of the application (specification, drawings, 
and oath or declaration) as amended during examination, provided 
that applicant supplies such a copy in compliance with the Office 
electronic filing system requirements within one month of the 
actual filing date of the application or fourteen months of the 
earliest filing date for which a benefit is sought under title 35, 
United States Code, whichever is later. 

(d) If the copy of the application submitted pursuant to 
paragraph (c) of this section does not comply with the Office 
electronic filing system requirements, the Office will publish the 
application as provided in paragraph (a) of this section. If, 
however. the Office has not started the publication process, the 
Office may use an untimely filed copy of the application supplied 
by the applicant under paragraph (c) of this section in creating the 
patent application publication. 


Sec. 1.217 Publication of a redacted copy of an application. 


(a) If an applicant has filed applications in one or more foreign 
countries, directly or through a multilateral international agree- 
ment, and such foreign-filed applications or the description of the 
invention in such foreign-filed applications is less extensive than 
the application or description of the invention in the application 
filed in the Office, the applicant may submit a redacted copy of the 
application filed in the Office for publication, eliminating any part 
or description of the invention that is not also contained in any of 
the corresponding applications filed in a foreign country. The 
Office will publish the application as provided in Sec. 1.215(a) 
unless the applicant files a redacted copy of the application in 
compliance with this section within sixteen months after the 
earliest filing date for which a benefit is sought under title 35, 
United States Code. 

(b) The redacted copy of the application must be submitted in 
compliance with the Office electronic filing system requirements. 
The title of the invention in the redacted copy of the application 
must correspond to the title of the application at the time the 
redacted copy of the application is submitted to the Office. If the 
redacted copy of the application does not comply with the Office 
electronic filing system requirements, the Office will publish the 
application as provided in Sec. 1.215(a). 

(c) The applicant must also concurrently submit in paper (Sec. 
1.52(a)) to be filed in the application: 

(1) A certified copy of each foreign-filed application that 
corresponds to the application for which a redacted copy is 
submitted; 

(2) A translation of each such foreign-filed application that is in 
a language other than English, and a statement that the translation 
is accurate; 

(3) A marked-up copy of the application showing the redactions 
in brackets; and 

(4) A certification that the redacted copy of the application 
eliminates only the part or description of the invention that is not 
contained in any application filed in a foreign country, directly or 
through a multilateral international agreement, that corresponds to 
the application filed in the Office. 

(d) The Office will provide a copy of the complete file wrapper 
and contents of an application for which a redacted copy was 
submitted under this section to any person upon written request 
pursuant to Sec. 1.14(c)(2), unless applicant complies with the 
requirements of paragraphs (d)(1), (d)(2), and (d)(3) of this 
section. 

(1) Applicant must accompany the submission required by 
paragraph (c) of this section with the following: 
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(i) A copy of any Office correspondence previously received by 
applicant including any desired redactions, and second copy of all 
Office correspondence previously received by applicant showing 
the redacted material in brackets; and 

(ii) A copy of each submission previously filed by the applicant 
including any desired redactions, and a second copy of each 
submission previously filed by the applicant showing the redacted 
material in brackets. 

(2) In addition to providing the submission required by para- 
graphs (c) and (d)(1) of this section, applicant must: 

(i) Within one month of the date of mailing of any correspon- 
dence from the Office, file a copy of such Office correspondence 
including any desired redactions, and a second copy of such Office 
correspondence showing the redacted material in brackets; and 

(ii) With each submission by the applicant, include a copy of 
such submission including any desired redactions, and a second 
copy of such submission showing the redacted material in brack- 
ets. 

(3) Each submission under paragraph (d)(1) or (d)(2) of this 
paragraph must also be accompanied by the processing fee set 
forth in Sec. 1.17(i) and a certification that the redactions included 
therein are limited to the elimination of material that is relevant 
only to the part or description of the invention that were not 
contained in the redacted copy of the application submitted for 
publication. 

(e) The provisions of Sec. 1.8 do not apply to the time periods 
set forth in this section. 


Sec. 1.219 Early publication. 


(a) Applications that will be published under Sec. 1.211 may be 
published earlier than as set forth in Sec. 1.211(a) at the request of 
the applicant. Any request for early publication must be accom- 
panied by the publication fee set forth in Sec. 1.18(d). If the 
applicant does not submit a copy of the application in compliance 
with the Office electronic filing system requirements, the Office 
will publish the application as provided in Sec. 1.215(a). No 
consideration will be given to requests for publication on a certain 
date, and such requests will be treated as a request for publication 
as soon as possible. 


Sec. 1.221 Voluntary publication or republication of patent appli- 
cation publication. 


(a) Any request for publication of an application filed before, but 
pending on, November 29, 2000, and any request for republication 
of an application previously published under Sec. 1.211, must 
include a copy of the application in compliance with the Office 
electronic filing system requirements and be accompanied by the 
publication fee set forth in Sec. 1.18(d) and the processing fee set 
forth in Sec. 1.17(i). If the request does not comply with the 
requirements of this paragraph or the copy of the application does 
not comply with the Office electronic filing system requirements, 
the Office will not publish the application and will refund the 
publication fee. 

(b) The Office will grant a request for a corrected or revised 
patent application publication other than as provided in paragraph 
(a) of this section only when the Office makes a material mistake 
which is apparent from Office records. Any request for a corrected 
or revised patent application publication other than as provided in 
paragraph (a) of this section must be filed within two months from 
the date of the patent application publication. This period is not 
extendable 


26. Section 1.291 is amended by revising paragraph (a)(1) to 
read as follows: 

Sec. 1.291 Protests by the public against pending applications. 

(a) x** 

(1) The protest is submitted prior to the date the application was 
published or the mailing of a notice of allowance under Sec. 1.311, 
whichever occurs first; and 
keke K* 

27. Section 1.292 is amended by revising paragraph (b)(3) to 
read as follows: 


Sec. 1.292 Public use proceedings 
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(b) * * * 


(3) The petition is submitted prior to the date the application was 
published or the mailing of a notice of allowance under Sec. 1.311, 
whichever occurs first. 


x**e eK * 


28. Section 1.311 is revised to read as follows: 
Sec. 1.311 Notice of allowance. 


(a) If, on examination, it shall appear that the applicant is 
entitled to a patent under the law, a notice of allowance will be sent 
to the applicant at the correspondence address indicated in Sec. 
1.33. The notice of allowance shall specify a sum constituting the 
issue fee which must be paid within three months from the date of 
mailing of the notice of allowance to avoid abandonment of the 
application. The sum specified in the notice of allowance may also 
include the publication fee, in which case the issue fee and 
publication fee (Sec. 1.211(f)) must both be paid within three 
months from the date of mailing of the notice of allowance to 
avoid abandonment of the application. This three-month period is 
not extendable. 

(b) An authorization to charge the issue or other post-allowance 
fees set forth in Sec. 1.18 to a deposit account may be filed in an 
individual application only after mailing of the notice of allow- 
ance. 


29. A new Sec. 1.417 is added to read as follows: 
Sec. 1.417 Submission of translation of international application. 


The submission of the international publication or an English 
language translation of an international application pursuant to 35 
U.S.C. 154(d)(4) must clearly identify the international application 
to which it pertains (Sec. 1.5(a)) and, unless it is being submitted 
pursuant to Sec. 1.494 or Sec. 1.495, be clearly identified as a 
submission pursuant to 35 U.S.C. 154(d)(4). Otherwise, the 
submission will be treated as a filing under 35 U.S.C. 111(a). Such 
submissions should be marked “Box PCT.”’ 

30. Section 1.494 is amended by revising paragraph (f) to read 
as follows: 


Sec. 1.494 Entering the national stage in the United States of 
America as a Designated Office. 


eR RS 


(f) The documents and fees submitted under paragraphs (b) and 
(c) of this section must, except for a copy of the international 
publication or translation of the international application that is 
identified as provided in Sec. 1.417, be clearly identified as a 
submission to enter the national stage under 35 U.S.C. 371. 
Otherwise, the submission will be considered as being made under 
35 U.S.C. 111 (a). 


ee 


31. Section 1.495 is amended by revising paragraph (g) to read 
as follows: 


Sec. 1.495 Entering the national stage in the United States of 
America as an Elected Office. 


eee * * 


(g) The documents and fees submitted under paragraphs (b) and 
(c) of this section must, except for a copy of the international 
publication or translation of the international application that is 
identified as provided in Sec. 1.417, be clearly identified as a 
submission to enter the national stage under 35 U.S.C. 371. 
Otherwise, the submission will be considered as being made under 
35 U.S.C. 111 (a). 


kkk EK 
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PART 5--SECRECY OF CERTAIN INVENTIONS AND LI- 
CENSES TO EXPORT AND FILE APPLICATIONS IN FOR- 
EIGN COUNTRIES 


32. The authority citation for 37 CFR Part 5 is revised to read as 
follows: 


Authority: 35 U.S.C. 2(b)(2), 41, 181-188, as amended by the 
Patent Law Foreign Filing Amendments Act of 1988, Pub. L. 
100-418, 102 Stat. 1567; the Arms Export Control Act, as 
amended, 22 U.S.C. 2751 et seq.; the Atomic Energy Act of 1954, 
as amended, 42 U.S.C. 2011 et seq.; and the Nuclear Non 
Proliferation Act of 1978, 22 U.S.C. 3201 et seq.; and the 
delegations in the regulations under these Acts to the Director (15 
CFR 370.10(j), 22 CFR 125.04, and 10 CFR 810.7). 


33. Section 5.1 as proposed to be revised at 64 FR 53844 is 
amended by revising paragraph (e) to read as follows: 


Sec. 5.1 Applications and correspondence involving national 
security. 


*e KK * 


(e) An application will not be published under Sec. 1.211 of this 
chapter or allowed under Sec. 1.311 of this chapter if publication 
or disclosure of the application would be detrimental to national 
security. An application under national security review will not be 
published at least until six months from its filing date or three 
months from the date the application was referred to a defense 
agency, whichever is later. A national security classified patent 
application will not be published under Sec. 1.211 of this chapter 
or allowed under Sec. 1.311 of this [009a}bnchapter until the 
application is declassified and any secrecy order under Sec. 5.2(a) 
has been rescinded. 


eee KE 
March 24, 2000 Q. TODD DICKINSON 
Assistant Secretary of Commerce 
and Commissioner of 
Patents and Trademarks 


[1233 OG 121] 





(151) DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
37 CFR Chapter I and Part 1 


RIN 0651-AB15 


Simplification of Certain Requirements in 
Patent Interference Practice 


September 15, 2000. 


AGENCY: United States Patent and Trademark Office, Com- 
merce. 


ACTION: Interim rule with request for comments. 
SUMMARY: The United States Patent and Trademark Office 
(USPTO) amends its rules of practice in patent interferences to 
simplify certain requirements relating to the declaration of inter- 
ferences and the presentation of evidence. USPTO is also revising 
its CFR chapter heading to reflect its new name. 


DATES: Effective Date: October 20, 2000. 


Comment Date: Submit comments on or before October 20, 
2000. 


ADDRESSES: Send all comments: 


1. Electronically to “Interference.Rules@uspto.gov,’’ Subject: 
“Interference Simplification’’; or 
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2. By mail to Director of the United States Patent and Trade- 
mark Office, BOX INTERFERENCE, Washington, D.C. 20231, 
ATTN: “Interference Simplification’’; or 

3. By facsimile to 703-305-9373, ATTN: “Interference Simpli- 
fication.”” 


FOR FURTHER INFORMATION CONTACT: Fred McK- 
elvey or Richard Torczon at 703-308-9797. 


SUPPLEMENTARY INFORMATION: 
Comment Format 

The USPTO prefers to receive comments in electronic form, 
either via the Internet or on a 31/4-inch diskette. Comments 
submitted in electronic form should be submitted as ASCII text. 
Special characters and encryption should not be used. 


Background 


The USPTO is amending 37 CFR Secs. 1.601(f) and 1.606 and 
is deleting 37 CFR Sec. 1.609 because the requirements being 


eliminated presented obstacles to the efficient declaration of 


interferences without corresponding benefits. In particular, Rules 
601(f) and 606 create a presumption about the scope of the 
interfering subject matter that often is not supported by the record. 
The change eliminates that presumption. The changes in sections 
1.601(f) and 1.606, as well as changes in the process of proposing 
an interference in the examining corps, have made section 1.609 
unnecessary. Now an administrative patent judge meets with a 
representative from the technology center to ensure that the record 
contains adequate bases for declaring an interference. 


The USPTO is amending 37 CFR Sec. 1.671 to provide that all 
evidence is presented in the form of an exhibit. This simplifying 
amendment to Sec. 1.671 makes the more complex requirements 
of 37 CFR Secs. 1.682, 1.683, and 1.688 unnecessary, so they are 
being deleted. An interim rule is appropriate because the rulemak- 
ing is not substantive and the elimination of these requirements 
provides relief from unnecessary requirements. The USPTO ap- 


preciates that other changes to the rules of practice in patent 
interferences may be appropriate, but this interim rule is not an 
appropriate vehicle for such changes, which will have to be 
addressed in future rulemaking. These rule changes will apply to 
any interference declared after the effective date of this rulemaking 
and to any interference in which these changes are adopted by 
order. 


Regulatory Flexibility Act 

This rulemaking is procedural and is not subject to the require- 
ments of 5 U.S.C. 553 so no initial regulatory flexibility analysis 
is required under 5 U.S.C. 603. 
Executive Order 13132: Federalism Assessment 

This rulemaking does not contain policies with federalism 
implications sufficient to warrant preparation of a Federalism 
Assessment under Executive Order 13132 (August 4, 1999). 


Executive Order 12866 


This rulemaking has been determined to be not significant for 
purposes of Executive Order 12866 (September 30, 1993). 


Paperwork Reduction Act 

This interim rule creates no information collection requirements 
subject to the Paperwork Reduction Act of 1995 (44 U.S.C. 3501 
et seq.). 
List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Inventions and patents. 


For the reasons stated in the preamble, the United States Patent 
and Trademark Office amends 37 CFR Chapter I as follows: 
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1. The heading of Chapter I is revised to read as follows: 


CHAPTER I—UNITED STATES PATENT AND TRADEMARK 
OFFICE, DEPARTMENT OF COMMERCE 


PART 1—RULES OF PRACTICE IN PATENT CASES 


la. The authority citation for 37 CFR part | continues to read as 
follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Amend Sec. 1.601 by revising paragraph (f) to read as 
follows: 


Sec. 1.601 Scope of rules, definitions. 


kee E* 


(f) A count defines the interfering subject matter between two or 
more applications or between one or more applications and one or 
more patents. When there is more than one count, each count shall 
define a separate patentable invention. Any claim of an application 
or patent that is designated to correspond to a count is a claim 
involved in the interference within the meaning of 35 U.S.C. 
135(a). A claim of a patent or application that is designated to 
correspond to a count and is identical to the count is said to 
correspond exactly to the count. A claim of a patent or application 
that is designated to correspond to a count but is not identical to 
the count is said to correspond substantially to the count. When a 
count is broader in scope than all claims which correspond to the 
count, the count is a phantom count. 


xx eK K 
3. Revise Sec. 1.606 to read as follows: 


Sec. 1.606 Interference between an application and a patent; 
subject matter of the interference. 


Before an interference is declared between an application and an 
unexpired patent, an examiner must determine that there is 
interfering subject matter claimed in the application and the patent 
which is patentable to the applicant subject to a judgment in the 
interference. The interfering subject matter will be defined by one 
or more counts. The application must contain, or be amended to 
contain, at least one claim that is patentable over the prior art and 
corresponds to each count. The claim in the application need not 
be, and most often will not be, identical to a claim in the patent. All 
claims in the application and patent which define the same 
patentable invention as a count shall be designated to correspond 
to the count. 


Sec. 1.609 [Removed and Reserved] 
4. Remove and reserve Sec. 1.609. 


5. Amend Sec. 1.671 by revising paragraph (a) to read as 
follows: 


Sec. 1.671 Evidence must comply with rules. 


(a) Evidence consists of affidavits, transcripts of depositions, 
documents and things. * * * * * 


Secs. 1.682, 1.683, and 1.688 [Removed and Reserved] 
6. Remove and reserve Sec. 1.682, 1.683, and 1.688. 


September 13, 2000 Q. Todd Dickinson 
Under Secretary of Commerce for 
Intellectual Property and Director of 
the United States Patent and 


Trademark Office 
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(152) Status of Office of Public Records Services 


The Office of Public Records (OPR) processes and fills orders 
for both certified and uncertified copies of Patent and Trademark 
Office documents and records assignments and other documents 
related to title. This is an update of actual processing times during 
the month of October 2000: 


Document Services Goal Actual 
Processing 
Time 


Certified Documents 


Patent Application-As-Filed, 
Expedited 

Patent Application-As-Filed, 
Regular 

Patent Related File Wrapper 

Patent Copy 

Patent Assignments 

Trademark Application-As-Filed, 
Expedited 

Trademark Application-As-Filed, 
Regular 

Trademark Related File Wrapper 

Trademark Assignments 

Trademark Registration, 
Expedited 

Trademark Registration, 
Regular 


7 days 6 days 
17 days 
25 days 
10 days 
10 days 


15 days 
41 days* 
8 days 
7 days 
7 days 5 days 
17 days 
25 days 
10 days 


14 days 
28 days* 
11 days 


5 days 4 days 


14 days 7 days 


Uncertified Documents 


Expedited Patent Copies 

Regular Patent Copies 

Plant Patents 

Patent Assignments 

Patent Related File Wrapper 
Expedited Trademark Copies 
Regular Trademark Copies 
Trademark Assignments 
Trademark Related File Wrappers 


1 day 
3 days 
3 days 
10 days 
25 days 
1 day 
3 days 
10 days 
25 days 


1 day 
3 days 

31 days** 
8 days 

16 days* 

4 days*** 
3 days 
7 days 

16 days* 


* Includes turnaround times for files on Official Search and 
File Reconstruction. 


** Includes three orders for multiple plant patents requiring 
reprinting. 


*** Includes one order which required over 20 days to 
complete. 


During the month of October 2000, a total of 19,142 public orders 
(29,869 copies) were filled and closed, or 5,345 orders more 
(8,687 copies less) than the FY-01 planning number of 13,797 
orders (38,556 copies) to be closed for this month. With the 
exceptions noted, the average turnaround times for products 
remain in expected ranges. 


Due to varying availability of media, customers will not be 
advised when orders are not delivered within the published 
goal periods. However, customers will be advised if any 
unexpected delay in their order has been identified. Customers 
should use the above actual days to mail for each product as a 
guide as to when they can expect their orders. In determining 
expected delivery times, the day an order is received in the 
Office is calculated as “day zero.” The next business day is 
“day one.” 


Customers are encouraged to fax orders for copies directly to the 
Document Services Division at (703) 308-9759 and to pay by PTO 
Deposit Account, MasterCard, Visa, American Express or Dis- 
cover. Copy orders may also be placed through the Internet by 
accessing the PTO home page at www.uspto.gov and selecting the 
“Order Copies” option. Information on the status of pending orders 
may be obtained by calling (703) 308-9726 or 1 (800) 972-6382 
(outside the Washington, DC Metro area), or via E-mail: 
dsd @uspto. gov. 
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Assignment Services 


The Assignment Division is currently mailing recordation notices 
for documents received in the Office of Public Records on 
September 21, 2000. The cycle time to process, record, and mail 
notices is 43 calendar days. 


PATRICK ROWE, Director 
Office of Public Records 
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(153) DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
37 CFR Part 1 


RIN 0651-AB15 


Simplification of Certain Requirements in Patent 
Interference Practice 


AGENCY: United States Patent and Trademark Office, Com- 
merce. 


ACTION: Final rule. 


SUMMARY: The United States Patent and Trademark Office 
amends its rules of practice in patent interferences to simplify 
certain requirements relating to the declaration of interferences 
and the presentation of evidence. 


EFFECTIVE DATE: December 26, 2000. 


FOR FURTHER INFORMATION CONTACT: Fred McK- 
elvey or Richard Torczon at 703-308-9797. 


SUPPLEMENTARY INFORMATION: 
Background 


An interim final version of this rulemaking was published at 65 
FR 56792, Sept. 20, 2000, and also at U.S. Patent and Trademark 
Office, 1239 Off. Gaz. 125 (Oct. 17, 2000). The rationale for the 
rulemaking appears with the interim rule. 


Comments 


The interim rule elicited two comments. One comment notes a 
reference in 37 CFR 1.671(e) to a rule that was deleted. That 
reference is eliminated in this final rule. Any other references to 
deleted rules in subpart E of this title should be considered 
obsolete. They will be eliminated in a future rulemaking. 

A second comment raised a concern as to whether exhibits 
should be numbered, noting that there is no patent interference rule 
requiring that exhibits be numbered. Each exhibit needs to be 
identified in some unique manner. All interferences declared by the 
Board of Patent Appeals and Interferences (Board) at this time are 
subject to a “Standing Order” that requires that exhibits be 
numbered. 

The same comment noted that former 37 CFR 1.682 authorized 
placing a publication in evidence without the need for an affidavit. 
According to the comment, affidavits will now be necessary. 
Publications generally may be placed in evidence in interference 
cases without an affidavit. If an objection is made by an opponent, 
e.g., for lack of authenticity, then under the Board’s practice the 
party has a period of time within which to supplement its evidence 
by properly authenticating the publication. The Board expects few, 
if any, problems with the admissibility of most printed publications 
given that most parties will have no reason to question the 
authenticity of most printed publications. 


Regulatory Flexibility Act 
This rulemaking is procedural and is not subject to the require- 


ments of 5 U.S.C. 553 so no initial regulatory flexibility analysis 
is required under 5 U.S.C. 603. 
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Executive Order 13132: Federalism Assessment 


This rulemaking does not contain policies with federalism 
implications sufficient to warrant preparation of a Federalism 
Assessment under Executive Order 13132 (August 4, 1999). 


Executive Order 12866 


This rulemaking has been determined to be not significant for 
purposes of Executive Order 12866 (September 30, 1993). 


Paperwork Reduction Act 


This interim rule creates no information collection requirements 
subject to the Paperwork Reduction Act of 1995 (44 U.S.C. 3501 
et seq.) 


List of Subjects in 37 CFR Part 1 
Administrative practice and procedure, Inventions and patents. 


For the reasons stated in the preamble, the United States Patent 
and Trademark Office amends 37 CFR Part | as follows: 


PART 1—RULES OF PRACTICE IN PATENT CASES 


1. Amend the authority citation for 37 CFR Part | to read as 
follows: 


Authority: 35 U.S.C. 2(b)(2), unless otherwise noted. 


2. Amend Sec. 1.601(f) to revise paragraph (f) to read as 
follows: 


Sec. 1.601 Scope of rules, definitions. 


eK KK 


(f) A count defines the interfering subject matter between two or 
more applications or between one or more applications and one or 
more patents. When there is more than one count, each count shall 
define a separate patentable invention. Any claim of an application 
or patent that is designated to correspond to a count is a claim 
involved in the interference within the meaning of 35 U.S.C. 
135(a). A claim of a patent or application that is designated to 
correspond to a count and is identical to the count is said to 
correspond exactly to the count. A claim of a patent or application 
that is designated to correspond to a count but is not identical to 
the count is said to correspond substantially to the count. When a 
count is broader in scope than all claims which correspond to the 
count, the count is a phantom count. 


** & * * 


3. Revise Sec. 1.606 to read as follows: 


Sec. 1.606 Interference between an application and a patent; 
subject matter of the interference. 


Before an interference is declared between an application and an 
unexpired patent, an examiner must determine that there is 
interfering subject matter claimed in the application and the patent 
which is patentable to the applicant subject to a judgment in the 
interference. The interfering subject matter will be defined by one 
or more counts. The application must contain, or be amended to 
contain, at least one claim that is patentable over the prior art and 
corresponds to each count. The claim in the application need not 
be, and most often will not be, identical to a claim in the patent. All 
claims in the application and patent which define the same 
patentable invention as a count shall be designated to correspond 
to the count. 


4. Amend Sec. 1.671 to revise paragraphs (a) and (e) to read as 
follows: 


Sec. 1.671 Evidence must comply with rules. 


(a) Evidence consists of affidavits, transcripts of depositions, 
documents and things. 
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(e) A party may not rely on an affidavit (including exhibits), 
patent, or printed publication previously submitted by the party 
under Sec. 1.639(b) unless a copy of the affidavit, patent, or printed 
publication has been served and a written notice is filed prior to the 
close of the party’s relevant testimony period stating that the party 
intends to rely on the affidavit, patent, or printed publication. 
When proper notice is given under this paragraph, the affidavit, 
patent, or printed publication shall be deemed as filed under Sec. 
1.640(b), Sec. 1.640(e)(3), or Sec. 1.672, as appropriate. 


kk KOK * 


November 9, 2000 Q. TODD DICKINSON 
Under Secretary of Commerce for 
Intellectual Property and 

Director of the United States Patent and 


Trademark Office 
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Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No: 950620162-6014-02} 
RIN 0651-AA75 


Miscellaneous Changes in Patent Practice 
Agency: Patent and Trademark Office, Commerce. 
Action: Final Rule. 


Summary: The Patent and Trademark Office (Office) is amending 
the rules of practice in patent cases to implement a number of 
miscellaneous changes proposed in the rulemaking entitled 
“Changes to Implement 18-Month Publication of Patent Applica- 
tions” (Notice of Proposed Rulemaking), published in the Federal 
Register at 60 FR 42352 (August 15, 1995), and in the Patent and 
Trademark Office Official Gazette 1177 Off. Gaz. Pat. Office 61 
(August 15, 1995), that are not directly related to the 18-month 
publication of patent applications. While the proposed rule 
changes in the Notice of Proposed Rulemaking were designed 
primarily to implement the changes in practice related to the 
publication of patent applications provided for in H.R. 1733, these 
miscellaneous proposed changes clarify current rules of practice, 
without regard to the publication of patent applications. 


Effective Date: September 23, 1996. 

Sections 1.52(a) and (b), 1.58, 1.72(b), 1.75(g), (h) and (i), 1.77, 
1.84(c), (f), (g) and (x), 1.96, 1.154, and 1.163 of 37 CFR apply to 
applications filed on or after September 23, 1996. 


For Further Information Contact: Stephen G. Kunin by telephone 
at (703) 305-8850, by facsimile at (703) 305-8825, by electronic 
mail at rbahr@uspto.gov, or Jeffrey V. Nase by telephone at (703) 
305-9285, or by mail marked to the attention of Stephen G. Kunin, 
addressed to the Assistant Commissioner for Patents, Washington, 
D.C. 20231. For copies of the forms discussed in this final rule 
package, contact the Customer Service Center of the Office of 
Initial Patent Examination at (703) 308-1214. 


Supplementary Information 


This final rule package is designed to implement the miscella- 
neous changes set forth in the proposed rulemaking entitled 
“Changes to Implement 18-Month Publication of Patent Applica- 
tions” (Notice of Proposed Rulemaking) that are not directly 
related to 18-month publication of patent applications and that are 
considered desirable even in the absence of an 18-month publica- 
tion system. 


The Notice of Proposed Rulemaking indicated that, in addition 
to implementing the 18-month publication of patent applications, 
the Office also proposed to: (1) clarify which applications claiming 
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the benefit of prior applications, or which prior applications for 
which a benefit is claimed in a later application, will be preserved 
in confidence; (2) amend the rules pertaining to the format and 
standards for application papers and drawings to improve the 
standardization of patent applications; (3) provide for those 
instances in which inventions of a pending application or patent 
under reexamination and inventions of a patent held by a single 
party are not identical, but not patentably distinct: (4) clarify the 
practice for the delivery or mailing of patents; (5) expedite the 
entry of international applications into the national stage; and (6) 
amend a number of rules for consistency and clarity. The Notice of 
Proposed Rulemaking stated that these proposed rule changes may 
be adopted as final rules even in the absence of an 18-month 
publication system, and advised interested persons to comment on 
any proposed rule change, regardless of whether H.R. 1733 is 
enacted. 


To avoid delays in the implementation of rule changes consid- 
ered desirable even in the absence of an 18-month publication 
system, this final rule package provides for changes to 37 CFR §§ 
1.12(c), 1.14, 1.52(a) and (b), 1.54, 1.58, 1.62(e) and (f), 1.72(b), 
1.75(g), 1.77, 1.78(a) and (c), 1.84(c), (f), (g) and (x), 1.96, 1.97, 
1.107, 1.110, 1.131, 1.132, 1.154, 1.163, 1.291, 1.292, 1.315, 
1.321 and 1.497, and adds new 1.5(f), 1.75(h) and (i), and 1.130, 
all of which are based upon the changes proposed in the Notice of 
Proposed Rulemaking. 


Implementation of 18-month publication held in abeyance 
pending Congressional action on H.R. 1733 


The Notice of Proposed Rulemaking also proposed changes to 
37 CFR §§ 1.4, 1.5(a), 1.9, 1.11, 1.12(a) and (b), 1.13, 1.16, 1.17, 
1.18, 1.19, 1.20, 1.24, 1.51, 1.52(d), 1.53, 1.55, 1.60, 1.78(a), 
1.84(j), 1.85, 1.98, 1.108, 1.136, 1.138, 1.492, 1.494, 1.495, 1.701, 
1.808, 3.31, 5.1, new §§ 1.5(g), 1.306 through 1.308 and 5.9, and 
further changes to §§ 1.14, 1.54, 1.62, 1.107, 1.131, 1.132, 1.291 
and §§ 1.292 to implement the 18-month publication of patent 
applications as contained in H.R. 1733 and provide procedures for 
the treatment of national security classified applications. The 


adoption of changes to these rules is held in abeyance pending 
Congressional action on H.R. 1733. 


The proposed rule changes in the Notice of Proposed Rulemak- 
ing to provide new procedures for the treatment of national 
security classified applications are also being held in abeyance. 
These proposed rule changes are separable from the implementa- 
tion of 18-month publication; however, they are sufficiently related 
to the implementation of 18-month publication that they are also 
being held in abeyance pending Congressional action on H.R. 
1733. 


In the event that H.R. 1733 is enacted, a final rule package to 
implement this legislation will be published. Final rules to 
implement |8-month publication of patent applications based upon 
the Notice of Proposed Rulemaking and the comments received in 
response to the Notice of Proposed Rulemaking may be adopted 
without either an additional public hearing or an additional 
proposal being published for comment. 


Implementation of the miscellaneous changes proposed in the 
Notice of Proposed Rulemaking 


The following paragraphs of this section include: (1) a discus- 
sion of the rules being added or amended in this final rule package, 
(2) the reasons for those additions and amendments, and (3) an 
analysis of the comments received in response to the Notice of 
Proposed Rulemaking. 


Changes to proposed rules: These final rules contain a number of 
changes to the text of the rules as proposed for comment. The 
significant changes are discussed below. Familiarity with the 
Notice of Proposed Rulemaking is assumed. 


Sections § 1.14(a) and (b) have been re-written for clarity. 
Section § 1.14(a)(1) provides that patent applications are generally 
preserved in confidence. Section § 1.14(a)(2) sets forth the 
circumstances under which status information concerning an 
application may be supplied, and § 1.14(a)(3) sets forth the 
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circumstances under which access to, or copies of, an application 
may be provided. Section § 1.14(b) provides that abandoned 
applications may be destroyed after 20 years from their filing date. 
The reference to paragraph (b) in § 1.14(e) has been deleted for 
consistency with the changes to paragraphs (a) and (b) of § 1.14. 


Section § 1.52(a) is being changed to provide that all papers 
which are to become a part of the permanent records of the Patent 
and Trademark Office must be legibly “written either by a 
typewriter or mechanical printer in permanent dark ink or its 
equivalent,” rather than “typed in permanent dark ink.” This 
change will permit the filing of papers printed by any computer 
operated printer, such as a laser printer which uses toner rather 
than ink, and will avoid a conflict between § 1.52(a) and Patent 
Cooperation Treaty (PCT) Rule 11.9. The phrase “when required 
by the Office” was also added to § 1.52(a). 


Section § 1.52(b) is being changed to provide that: (1) the 
application papers must be plainly written with each page printed 
on only one side of a sheet of paper, with the claim or claims 
commencing on a separate sheet and the abstract commencing on 
a separate sheet; (2) the lines of the specification, and any 
amendments to the specification, must be | 1/2 or double spaced; 
and (3) the pages of the specification including claims and abstract 
must be numbered consecutively, starting with 1, the numbers 
being centrally located above or preferably, below, the text. This 
change will clarify: (1) the separate sheet requirement for both the 
claims and abstract, (2) that the lines of the papers not comprising 
the specification and amendments thereto need not be | 1/2 or 
double spaced, and (3) that the specification, and not the transmit- 
tal sheets or other forms, must be numbered. 


Section § 1.58 is being changed to provide that chemical and 
mathematical formulae and tables must be presented in compli- 
ance with §§ 1.52(a) and (b), except that chemical and mathemati- 
cal formulae or tables may be placed in a landscape orientation if 
they cannot be presented satisfactorily in a portrait orientation. 
This replaces the requirement that “[t]o facilitate camera copying 
when printing, the width of formulas and tables as presented 
should be limited normally to 12.7 cm. (5 inches) so that it may 
appear as a single column in the printed patent.” However, 
chemical and mathematical formulae and tables must still other- 
wise comply with § 1.52(a) and (b). This change will avoid a 
conflict between § 1.58 and PCT Rule 11.10(d). Section § 1.58 is 
also being changed to require “0.21 cm.” rather than “2.1 mm.” to 
ensure consistency. 


Section 1.72 is being changed to provide that the abstract must 
commence on a separate sheet, preferably following the claims. 
This change will avoid renumbering pages of a specification 
submitted in the arrangement set forth in § 1.77 when filing the 
application as an international application. 


Section |.75(h) is being changed to provide that the claim or 
claims must commence on a separate sheet. This change will 
clarify that § 1.75 requires that the claim or claims commence or 
begin on a separate sheet, rather than requiring that all of the 
claims must be on a single separate sheet or that each claim must 
be on a separate sheet. 


Section 1.77 is being changed to position the abstract as element 
“(12)” following the claims, rather than element “(3)” prior to the 
first page of the specification to conform to § 1.72. 


Section 1.78(a)(2) is being changed to replace the reference to § 
1.14(b) with a reference to § 1.14(a). 


Section 1.78(c) is being changed to replace the phrase “[wJhere 
an application or a patent under reexamination and an application 
or a patent” with the phrase “[w]here an application or a patent 
under reexamination and at least one other application,” since 
conflicting claims between an application or a patent under 
reexamination and a patent will be provided for in new § 1.130. 
Section 1.78(c) is also being changed to delete the sentence “[i]n 
addition to making said statement, the assignee may also explain 
why an interference should or should not be declared,” since the 
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Office will not, unless good cause is shown, declare or continue an 
interference when the application(s) and patent are owned by a 
single party. 


Section 1.78(d) is removed. The provisions of § 1.78(d), as 
proposed, are in new § 1.130(b), since § 1.130 provides for 
conflicting claims between an application or a patent under 
reexamination and a patent. 


Section 1.84(x) is being changed from “[nJo holes should be 
provided in the drawings sheets” to “[n]o holes should be made by 
the applicant in the drawing sheets” to clarify that the application 
papers, including drawings, should be submitted by the applicant 
without holes provided therein, but that the Office will drill holes 
through the application papers during the pre-examination pro- 
cessing of the application. 


Section 1.96(b) is being changed to provide that a listing 
submitted as part of the specification “must be direct printouts (i.e., 
not copies) from the computer's printer” for clarity. 


Section 1.96(c) is being changed to substitute a reference to 36 
CFR Part 1230 (Micrographics) for the enumerated American 
National Standards Institute (ANSI) and National Micrographics 
Association (NMA) standards. As 36 CFR Part 1230 sets forth the 
micrographic requirements for government records, it is appropri- 
ate to reference this provision, rather than promulgate separate 
standards for micrographics employed in patent applications. 


Section 1.97 is being changed to delete any reference to a 
reexamination proceeding or a patent owner. The submission of an 
information disclosure statement during a reexamination proceed- 
ing is governed by § 1.555(a). 


Section § 1.97(a) is being changed from “[iJn order for an 
applicant for patent or for reissue of a patent to have information 
considered by the Office during the pendency of a patent applica- 
tion, an information disclosure statement in compliance with § 
1.98 should be filed in accordance with this section” to “[i]n order 
for an applicant for a patent or for a reissue of a patent to have an 
information disclosure statement in compliance with § 1.98 
considered by the Office during the pendency of the application, it 
must satisfy paragraph (b), (c), or (d) of this section” for clarity. 
Sections § 1.97(c) and (d) are also being changed to clarify the 
conditions in § 1.97(c) under which a certification as specified in 
§ 1.97(e) or the fee set forth in § 1.17(p) is required, and the 
conditions in § 1.97(d) under which a certification as specified in 
§ 1.97(e), a petition, and the petition fee set forth in § 1.17(i) are 
required. 


Section 1.110 is amended to change the reference to § 1.78(d) to 
a reference to § 1.130 for consistency. 


The proposed addition of a new § 1.131(a)(3) is being with- 
drawn in this final rule package. This proposed change, as well as 
the provisions of former § 1.78(d), has been re-written as a new § 
1.130. New § 1.130(a) will provide a procedure for the disquali- 
fication of a commonly owned patent claiming a patentably 
indistinct but not identical invention. New § 1.130(b) will include 
the provisions of former § 1.78(d). 


Section 1.131(a) is being changed to replace the phrase “U.S. 
patent to another” with “U.S. patent to another or others.” Section 
1.154(a)(7) is being changed to add “[f]eature” prior to “[dJescrip- 
tion,” and § 1.154(a)(8) is being changed to add “a single” prior to 
“claim.” 


Section 1.163 is being changed to position the abstract as 
element “(11)” following the claims, rather than element “(3)” 
prior to the first page of the specification. This change will parallel 
the change to § 1.77. In addition, § 1.163(c)(10) is being changed 
to add “a single” prior to “claim.” 


Section 1.497(b)(2) is being changed to provide that “[i]f the 
person making the oath or declaration is not the inventor, the oath 
or declaration shall state the relationship of the person to the 
inventor, the facts required by § 1.42, § 1.43 or § 1.47, and, upon 
information and belief, the facts which the inventor would have 
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been required to state” to better set forth the requirements of an 
oath or declaration by a person who is not the inventor. Section § 
1.497(c) is being changed to delete the initial phrase “(t]he oath or 
declaration must comply with the requirements of § 1.63; how- 
ever,” since it is unnecessary. 


Discussion of Specific Rules 


Title 37 of the Code of Federal Regulations, Part | is amended 
as follows: 


Section 1.5(f) is added to provide that a paper concerning a 
provisional application must identify the application as such and 
by the application number. 


Section 1.12 is amended to revise paragraph (c) to read 
“preserved in confidence under § 1.14” for consistency with § 
1.14. 


Section 1.14 is amended to revise the title and paragraphs (a) 
and (e) to read “preserved in confidence” for consistency with the 
language in 35 U.S.C. 122. 


Section 1.14(a) is amended to add a paragraph (a)(1) to provide 
that patent applications are generally preserved in confidence 
pursuant to 35 U.S.C. 122, and that no information will be given 
concerning the filing, pendency, or subject matter of any applica- 
tion for patent, and no access will be given to, or copies furnished 
of, any application or papers relating thereto, except as set forth in 
§ 1.14. 


Section 1.14(a) is also amended to add a paragraph (a)(2) to 
provide that status may be supplied: (1) concerning an application 
or any application claiming the benefit of the filing date of the 
application, if the application has been identified by application 
number or serial number and filing date in a published patent 
document; (2) concerning the national stage application or any 
application claiming the benefit of the filing date of a published 
international application, if the United States of America has been 
indicated as a Designated State in the international application; or 
(3) when it has been determined by the Commissioner to be 
necessary for the proper conduct of business before the Office. 
Status information includes information such as whether the 
application is pending, abandoned, or patented, as well as the 
application number and filing date. The inclusion of applications 
claiming the benefit of the filing date of applications so identified 
is to avoid misleading the public in instances in which the 
application identified as set forth in § 1.14(a)(2) is abandoned, but 
an application claiming the benefit of the filing date of the 
identified application (e.g., a continuing application) is pending. 


Section 1.14(a) is also amended to add a new paragraph (a)(3) 
to provide that access to, or copies of, an application may be 
provided: (1) when the application is open to the public as 
provided in § 1.11(b); (2) when written authority in that applica- 
tion from the applicant, the assignee of the application, or the 
attorney or agent of record has been granted; (3) when it has been 
determined by the Commissioner to be necessary for the proper 
conduct of business before the Office, or (4) to any person on 
written request, without notice to the applicant, when the applica- 
tion is abandoned and available and is: (a) referred to in a U.S. 
patent, (b) referred to in an application open to public inspection, 
(c) an application which claims the benefit of the filing date of an 
application open to public inspection, or (d) an application in 
which the applicant has filed an authorization to lay open the 
complete application to the public. 


Section 1.14(b) is amended to provide that complete applica- 
tions ( 1.51(a)) which are abandoned may be destroyed and hence 
may not be available for access or copies as permitted by 
paragraph (a)(3)(iv) of this section after 20 years from their filing 
date, except those to which particular attention has been called and 
which have been marked for preservation. The sentence in § 
1.14(b) concerning the non-return of abandoned applications is 
deleted as duplicative of the provision in § 1.59, which provides 
that papers in an application which has received a filing date will 
not be returned, and is unrelated to the preservation of applications 
in confidence under § 1.14. 
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Section 1.52(a) is amended to provide that all papers which are 
to become a part of the permanent records of the Office must be 
legibly written by a typewriter or mechanical printer in permanent 
dark ink or its equivalent in portrait orientation on flexible, strong. 
smooth, non-shiny, durable and white paper. Section 1.52(a) is 
further amended to provide that the application papers must be 
presented in a form having sufficient clarity and contrast between 
the paper and the writing thereon to permit electronic reproduction 
by use of digital imaging and optical character recognition, as well 
as the direct photocopy reproduction currently provided for. 
Section 1.52(a) is further amended to provide that substitute 
typewritten or mechanically printed papers “will” be required if 
the original application papers are not of the required quality. As 
any substitute typewritten or mechanically printed papers contain- 
ing the subject matter of the originally filed application papers 
would constitute a substitute specification, the provisions of § 
1.125 governing the entry of a substitute specification would be 
applicable, and § 1.52(a) is amended to include a specific reference 
to§ 1.125. 


Section 1.52(b) is amended to provide that the claim or claims 
must commence on a separate sheet and the abstract must 
commence on a separate sheet. Section 1.72(b) provides that the 
abstract must commence on a separate sheet, and § 1.75(h) 
provides that the claim or claims must commence on a separate 
sheet. Section 1.52(b) is amended to provide that the sheets of 
paper must all be the same size and either 21.0 cm. by 29.7 cm. 
(DIN size A4) or 2§ 1.6 cm. by 27.9 cm. (8 1/2 by 11 inches), with 
a top margin of at least 2.0 cm. (3/4 inch), a left side margin of at 
least 2.5 cm. (1 inch), a right side margin of at least 2.0 cm. (3/4 
inch), and a bottom margin of at least 2.0 cm. (3/4 inch), and that 
no holes should be made in the submitted paper sheets. Section 
1.52(b) is further amended to provide that the lines of the 
specification, and any amendments to the specification, “must” be 
1 1/2 or double spaced, and that the pages of the specification 
“must” be numbered consecutively, starting with page one, with 
the numbers being centrally located above or below the text. 
Finally, § 1.52(b) is amended to specifically reference drawings to 
clarify that drawings are part of the application papers, but that the 
standards for drawings are set forth in § 1.84. 


The proposed changes to § 1.52(a) and (b), § 1.58, § 1.72(b), § 
1.75(g), (h), and (i), § 1.77, § 1.84(c), (f), (g), and (x), § 1.96, § 
1.154, and § 1.163 pertaining to the format and standards for 
application papers and drawings in the Notice of Proposed 
Rulemaking are considered desirable, regardless of whether H.R. 
1733 is enacted. 


While the vast majority of applications currently comply with § 
1.52(a) and (b), § 1.58, § 1.72(b), § 1.75(h), § 1.84(c), (f), (g), and 
(x), and § 1.96 as adopted in this final rule, those applications 
which do not comply with § 1.52(a) and (b), § 1.58, § 1.84(c), (f), 
(g), and (x), and § 1.96 as adopted in this final rule (e.g., 
applications containing hand-written papers) create an inordinate 
administrative burden on the Office during the initial processing, 
examination, and publishing of the application as a patent. In 
addition, the Office plans to replace or augment the current 
microfilming process with electronic data capture of at least the 
technical content (i.e., the specification, abstract, claims and 
drawings) of the application-as-filed for internal Office use, 
regardless of whether H.R. 1733 is enacted. Therefore, the Office 
will no longer permit these relatively few applicants to submit 
application papers and drawings that do not meet the standards set 
forth in § 1.52(a) and (b), § 1.58, § 1.84(c), (f), (g), and (x), and 
§ 1.96 as adopted in this final rule. 


The application format set forth in § 1.75(g) and (i), § 1.77, § 
1.154, and § 1.163 as adopted in this final rule merely expresses 
the Office’s preferences for format of utility, design and plant 
applications. They do not set forth mandatory requirements for 
application papers and drawings. 


Section 1.54(b) is amended to change “application serial num- 
ber” to “application number” for consistency with 1.5(a). 


Section 1.58(b) is removed and is reserved as unnecessary in 
view of the amendments to § 1.52(a) and (b). 
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Section 1.58(c) is amended to provide that chemical and 
mathematical formulae and tables must be presented in compli- 
ance with § 1.52(a) and (b), except that chemical and mathematical 
formulae or tables may be placed in a landscape orientation if they 
cannot be presented satisfactorily in a portrait orientation. Section 
1.58(c) is further amended to delete the following sentences to 
conform to the writing and paper size and orientation limitations in 
§ 1.52(a) and (b): (1) “[tlo facilitate camera copying when 
printing, the width of formulas and tables as presented should be 
limited normally to 12.7 cm. (5 inches) so that it may appear as a 
single column in the printed patent’; (2) “[iJf it is not possible to 
limit the width of a formula or table to 5 inches (12.7 cm.), it is 
permissible to present the formula or table with a maximum width 
of 10 3/4 inches (27.3 cm.) and to place it sideways on the sheet”; 
and (3) “[h]Jand lettering must be neat, clean, and have a minimum 
character height of 0.08 inch (2.1 mm.).” Section 1.58(c) is further 
amended to insert “chosen” between “must be” and “from a block 
(nonscript) type font.” Section 1.58(c) is further amended to 
provide metric dimensions with English equivalents in parentheti- 
cals, rather than vice versa. 


Section § 1.62(e) is amended to change “application serial 
number” to “application number” for consistency with § 1.5(a). 


Section § 1.62(f) is amended to change “secrecy” to “confi- 
dence” as is found in 35 U.S.C. 122 and § 1.14, and change “37 
CFR § 1.14” to “ § 1.14” for consistency. 


Section 1.72(b) is amended to provide that the abstract must 
“commence,” rather than “be set forth,” on a separate sheet. This 
change will conform the “separate sheet” requirement for the 
abstract with that for the claims. 


Section 1.75 is amended to include an amendment to paragraph 
(g), and would add two new paragraphs. Section 1.75(g) is 
amended to add the phrase “[t}he least restrictive claim should be 
presented as claim number |” to the beginning of the paragraph. 
Section 1.75(h) is added to provide that the claim or claims must 
commence on a separate sheet. Section 1.75(i) is added to provide 
that where a claim sets forth a plurality of elements or steps, each 
element or step of the claim should be separated by a line 
indentation. 


Section 1.77 is amended to provide that the elements of the 
application, if applicable, should appear in the following order: (1) 
Utility Application Transmittal Form; (2) Fee Transmittal Form; 
(3) title of the invention; or an introductory portion stating the 
name, citizenship, and residence of the applicant, and the title of 
the invention; (4) cross-reference to related applications; (5) 
statement regarding federally sponsored research or development; 
(6) reference to a “Microfiche appendix; (7) background of the 
invention; (8), brief summary of the invention; (9) brief descrip- 
tion of the several views of the drawing; (10) detailed description 
of the invention; (11) claim or claims; (12) abstract of the 
disclosure; (13) drawings; (14) executed oath or declaration; and 
(15) sequence listing. The phrase “if applicable“ is inserted in the 
heading, rather than associated with any particular listed element, 
to clarify that § 1.77 does not per se require that an application 
include all of the listed elements, but merely provides that any 
listed element included in the application should appear in the 
order set forth in § 1.77. Section 1.77 is further amended to 
provide that the (1) title of the invention; (2) cross-reference to 
related applications; (3) statement regarding federally sponsored 
research or development; (4) background of the invention; (5) 
brief summary of the invention; (6) brief description of the several 
views of the drawing; (7) detailed description of the invention; (8) 
claim or claims; (9) abstract of the disclosure; and (10) sequence 
listing, should appear in upper case, without underlining or bold 
type, as section headings, and if no text follows the section 
heading, the phrase “Not Applicable“ should follow the section 
heading. Finally, § 1.77 is amended to change the reference to § 
1.96(b) in § 1.77(a)(6) to § 1.96(c) for consistency with § 1.96. 


Section 1.78(a)(2) is amended to replace the reference to § 
1.14(b) with a reference to § 1.14(a) for consistency with § 1.14(a) 
and (b) as amended. 
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Section 1.78(c) is amended to change “two or more applica- 
tions, or an application and a patent” to “an application or a patent 
under reexamination and at least one other application” such that 
the provisions of § !.78(c) will also be applicable to a patent under 
reexamination. Section 1.78(c) is also amended to correct “inven- 
tors and owned by the same party contain conflicting claims” to 
read “inventors are owned by the same party and contain conflict- 
ing claims.” Section 1.78(c) is also amended to delete the sentence 
“ijn addition to making said statement, the assignee may also 
explain why an interference should or should not be declared.” 


Section 1.78(d) is removed. The provisions of former § 1.78(d), 
as proposed, are in new § 1.130(b). 


Section § 1.84(c) is amended to provide that a reference to the 
application number, or, if an application number has not been 
assigned, the inventor’s name, may be included in the left-hand 
corner of the drawing sheet, provided that reference appears within 
1.5 cm. (9/16 inch) from the top of the sheet. 


Section § 1.84(f) is amended to provide that the size of all 
drawing sheets in an application must be either 21.0 cm. by 29.7 
cm. (DIN size A4) or 21.6 cm. by 27.9 cm. (8 1/2 by 11 inches) to 
conform to the requirement in § 1.52(b) concerning papers in an 
application. 


Section § 1.84(g) is amended to delete the margin requirements 
for the sheet sizes that are no longer acceptable in view of the 
changes to § 1.84(f). Section § 1.84(g) is further amended to 
provide that the sheets should have scan targets (cross-hairs) on 
two catercorner margin corners. Finally, § 1.84(g) is amended to 
increase the bottom and side margins such that each sheet must 
include a top margin of at least 2.5 cm. (1 inch), a left side margin 
of at least 2.5 cm. (1 inch), a right side margin of at least § 1.5 cm. 
(9/16 inch), and a bottom margin of at least 1.0 cm. (3/8 inch), 
thereby leaving a sight no greater than 17.0 cm. by 26.2 cm. on 
21.0 cm. by 29.7 cm. (DIN size A4) drawing sheets, and a sight no 
greater than 17.6 cm. by 24.4 cm. (6 15/16 by 9 5/8 inches) on 2§ 
1.6 cm. by 27.9 cm. (8 1/2 by 11 inch) drawing sheets. 


Section § 1.84(x) is amended to delete the provisions indicating 
the proper location for holes in a drawing sheet, and provide that 
no holes should be provided in the drawing sheets. 


Section § 1.96 is amended to designate the text preceding 
current paragraph (a) as paragraph (a) “General,” and would 
redesignate current paragraphs (a) and (b) as paragraphs (b) and 
(c), respectively. New § 1.96(a) is further amended to insert a 
period between “specification” and “[a] computer,” to change 
“these rules” to “this section,” and to change “may be submitted in 
patent applications in the following forms” to “may be submitted 
in patent applications as set forth in paragraphs (b) and (c) of this 
section.” 


New § 1.96(b) is further amended to: (1) change the sentences 
“[t]he listing may be submitted as part of the specification in the 
form of computer printout sheets (commonly 14 by 11 inches in 
size) for use as "camera ready copy’ when a patent is subsequently 
printed” and “[s]uch computer printout sheets must be original 
copies from the computer with dark solid black letters not less than 
0.21 cm. high, on white, unshaded and unlined paper, the printing 
on each sheet must be limited to an area 9 inches high by 13 inches 
wide, and the sheets should be submitted in a protective cover” to 
“[aJny listing submitted as part of the specification must be direct 
printouts (i.e., not copies) from the computer's printer with dark 
solid black letters not less than 0.21 cm. high, on white, unshaded 
and unlined paper, and the sheets should be submitted in a 
protective cover”; (2) delete the sentence “[wJhen printed in 
patents, such computer printout sheets will appear at the end of the 
description but before the claims and will usually be reduced about 
1/2 in size with two printout sheets being printed as one patent 
specification page”; and (3) delete the phrase “if the copy is to be 
used for camera ready copy.” New § 1.96(b)(1) provides that the 
requirements of § 1.84 apply to computer program listings 
submitted as sheets of drawings, and new § 1.96(b)(2) provides 
that the requirements of § 1.52 apply to computer program listings 
submitted as part of the specification. 
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New § 1.96(c) is amended to: (1) change the references to § 
1.77(c)(2) in § 1.96(c) to § 1.77(a)(6) for consistency with § 1.77; 
(2) change “may” and “should” to “must”; (3) delete the sentence 
“{ajll computer program listings submitted on paper will be 
printed as part of the patent”; (4) relocate the phrase “except as 
modified or clarified below” in subsection (c)(2); (5) change the 
phrase “computer-generated information submitted as an appendix 
to an application for patent shall be in the form of microfiche in 
accordance with the standards” to “computer-generated informa- 
tion submitted as a ‘microfiche appendix’ to an application shall be 
in accordance with the standards” for clarity; (6) change the 
references to the specific American National Standards Institute 
(ANSI) or National Micrographics Association (NMA) standards 
with 36 CFR Part 1230; (7) change “serial number” to “application 
number”; and (8) provide metric dimensions with English equiva- 
lents in parentheticals, rather than vice versa. 


Section § 1.97(a) is amended to include the phrase “for an 
applicant for patent or for reissue of a patent.” Paragraphs (a)- 
(d) are amended to include the phrase “by the applicant” to clarify 
that § 1.97 is not available for any third party seeking to have 
information considered in a pending application. Any third party 
seeking to have information considered in a pending application 
must proceed under 1.291 or 1.292. As discussed supra, § 1.97(a), 
(c) and (d) are also being amended for clarity. Section § 1.97(c) is 
further amended to correct the phrase “certification as specified in 
paragraph (3) of this section” to read “certification as specified in 
paragraph (e) of this section.” 


Section 1.107 is amended to delete the phrase “and the classes 
of inventions.” 


Section 1.110 is amended to change the reference to § 1.78(d) to 
a reference to § 1.130 for consistency with the removal of § 
1.78(d), and the location of the provisions of former § 1.78(d) in 
§ 1.130(b). 


A new paragraph (a)(3) in § 1.131 was proposed in the Notice 
of Proposed Rulemaking to permit a showing of prior invention in 
a pending application or patent under reexamination to avoid a 
rejection under 35 U.S.C. 103 based upon a patent which qualifies 
as prior art only under 35 U.S.C. 102(a) or (e), where the 
application or patent under reexamination and the patent upon 
which the rejection is based are both owned by a single party, so 
long as the invention claimed in the pending application or patent 
under reexamination and in the other patent are not identical as set 
forth in 35 U.S.C. 102. Upon further study, it is considered 
appropriate to disqualify such patents, and provide for the obvia- 
tion of judicially created double patenting rejections in an appli- 
cation or a patent under reexamination by the filing of a terminal 
disclaimer in accordance with § 1.321(c), in a separate § 1.130. 


New § 1.130(a) provides that when any claim of an application 
or a patent under reexamination is rejected under 35 U.S.C. 103 on 
a U.S. patent to another or others which is not prior art under 35 
U.S.C. 102(b), and the inventions defined by the claims in the 
application or patent under reexamination and by the claims in the 
patent are patentably indistinct but not identical as set forth in 35 
U.S.C. 101, and the inventions are owned by the same party, the 
applicant or owner of the patent under reexamination may dis- 
qualify the patent as prior art. Section 1.130(a) specifically 
provides that the patent can be disqualified as prior art by 
submission of: (1) a terminal disclaimer in accordance with § 
1.321(c), and (2) an oath or declaration stating that the application 
or patent under reexamination and the patent are currently owned 
by the same party, and that the inventor named in the application 
or patent under reexamination is the prior inventor under 35 U.S.C. 
104. 


Where inventions defined by the rejected claims in the applica- 
tion or a patent under reexamination and by the claims in the 
patent upon which the rejection is based are patentably distinct, the 
rejection may be overcome pursuant to § 1.131. Since § 1.130 
applies only when inventions defined by the claims in an applica- 
tion or a patent under reexamination and by the claims in the 
patent are patentably indistinct, § 1.130 expressly provides that an 
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oath or declaration submitted pursuant to § 1.130 to disqualify a 
patent must be accompanied by a terminal disclaimer in accor- 
dance with § 1.321(c). 


As the conflict between two pending applications can be 
avoided by filing a continuation-in-part application merging the 
conflicting inventions into a single application, § 1.130 is limited 
to rejections based upon a patent. 


New § 1.130(b) includes the provisions of former § 1.78(d), as 
proposed in the Notice of Proposed Rulemaking. Former § 1.78(d) 
was proposed to be amended to change “obviousness-type double 
patenting rejection” to “non-statutory doubie patenting rejections” 
as current examining procedures authorize non-obviousness-type 
double patenting rejections, as well as obviousness-type double 
patenting rejections (See section 804(II) of the Manual! of Patent 
Examining Procedure (MPEP)), and either may be obviated by 
filing a terminal disclaimer in accordance with § 1.321(c). The 
phrase “non-statutory double patenting rejection,” however, is 
being replaced with “judicially created double patenting rejection” 
to better set forth the legal basis for the rejection. 


Section 1.78(d) was also proposed to be amended to change 
each instance of “application” to “application or a patent under 
reexamination” for consistency with § 1.321 and to clarify that 
double patenting is a proper consideration in reexamination (Ex 
parte Obiaya, 227 USPQ 58, 60-61 (Bd. Pat. App. & Inter. 1985)), 
and that a judicially created double patenting rejection in a patent 
under reexamination may be obviated by filing a terminal dis- 
claimer in accordance with § 1.321(c). 


New § 1.130(b) specifically provides that where an application 
or a patent under reexamination claims an invention which is not 
patentably distinct from an invention claimed in a commonly 
owned patent with the same or a different inventive entity, a double 
patenting rejection will be made in the application or a patent 
under reexamination, and that a judicially created double patenting 
rejection may be obviated by filing a terminal disclaimer in 
accordance with § 1.321(c) 


Section 1.131 is amended to change “U.S. patent to another” to 
“U.S. patent to another or others” to parallel the language in 35 
U.S.C. 102(a), as well as 35 U.S.C. 102(e). 


Section 1.132 is amended to change “domestic patent” to “U.S. 
patent,” and “does not claim the invention” to “does not claim the 
same patentable invention, as defined in § 1.601(n)” for consis- 
tency with § 1.131 


Section |.154 is amended to provide that the elements of a 
design application, if applicable, should appear in the following 
order: (1) Design Application Transmittal Form; (2) Fee Transmit- 
tal Form; (3) preamble, stating name of the applicant and title of 
the design; (4) cross-reference to related applications; (5) state- 
ment regarding federally sponsored research or development; (6) 
description of the figure or figures of the drawing; (7) feature 
description; (8) a single claim; (9) drawings or photographs; and 
(10) executed oath or declaration. The phrase “(t]he following 
order of arrangement should be observed in framing design 
specifications” is changed to “(t]he elements of the design appli- 
cation, if applicable, should appear in the following order” to 
clarify that § 1.154 does not per se require that an application 
include all of the listed elements, but merely provides that any 
listed element included in the application should appear in the 
order set forth in § 1.154. This amendment to § 1.154, however, 
does not modify the current requirement that an application for a 
design patent have but a single claim. 


A new § 1.163(c) is added to provide that the elements of a plant 
application, if applicable, should appear in the following order: (1) 
Plant Application Transmittal Form; (2) Fee Transmittal Form; (3) 
title of the invention; (4) cross-reference to related applications; 
(5) statement regarding federally sponsored research or develop- 
ment; (6) background of the invention; (7) brief summary of the 
invention; (8) brief description of the drawing; (9) detailed 
botanical description; (10) a single claim; (11) abstract of the 
disclosure; (12) drawings (in duplicate); (13) executed oath or 
declaration; and (14) Plant Color Coding Sheet. The phrase “if 
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applicable” is included in the heading, rather than associated with 
any particular listed element, to clarify that § 1.163 does not per se 
require that an application include all of the listed elements, but 
merely provides that any listed element included in the application 
should appear in the order set forth in § 1.163. This amendment to 
§ 1.163, however, does not modify the current requirement that an 
application for a plant patent have but a single claim. 


A new § 1.163(d) is added to define a plant color coding sheet. 
A plant color coding sheet is a sheet that specifies a color coding 
system as designated in a color dictionary, and lists every plant 
structure to which color is a distinguishing feature and the 
corresponding color code which best represents that plant struc- 
ture. The plant color coding sheet will provide a means for 
applicants to uniformly convey detailed color characteristics of the 
plant. Providing this information in a systematic manner will 
facilitate the examination of the application. 


Section 1.291 is amended to provide that a protest must be filed 
prior to the mailing of a Notice of Allowance to be considered 
timely. As a protest cannot be considered subsequent to issuance of 
the application as a patent, 1.291(b) is amended to provide that the 
proiest will be considered if the application is still pending when 
the protest and application file are provided to the examiner (i.e., 
that the application was pending at the time the protest was filed 
would be immaterial to its ultimate consideration). Finally, the 
sentences “[p}rotests raising fraud or other inequitable conduct 
issues will be entered in the application file, generally without 
comment on those issues” and “[p]rotests which do not adequately 
identity a pending patent application will be disposed of and will 
not be considered by the Office” in § 1.291 are changed to 
“[pJrotests raising fraud or other inequitable conduct issues will be 
entered in the application file, generally without comment on those 
issues” and “[p]rotests which do not adequately identify a pending 
patent application will be returned to the protestor and will not be 
further considered by the Office,” respectively, and are located in 
paragraph (b). The Office will acknowledge protests prior to their 
entry into the application file or return to the protestor, as 
appropriate. 


Section § 1.292 is amended to delete the phrase “is filed by one 
having information of the pendency of an application” as unnec- 
essary, and would move the requirement for the fee set forth in § 
1.17(j) from paragraph (a) to paragraph (b) where the conditions 
for entry of a petition for the institution of public use proceedings 
are set forth. Section § 1.292 is amended to further require that any 
petition be served on the applicant in accordance with § 1.248, or 
be filed with the Office in duplicate in the event that service on the 
applicant is not possible. Finally, § 1.292 is amended to provide 
that a petition to institute public use proceedings to be considered 
timely must be filed prior to the mailing of a Notice of Allowance. 


Section 1.315 is amended to change “the attorney or agent of 
record, if there be one; or if the attorney or agent so request, to the 
patentee or assignee of an interest therein: or, if there be no 
attorney or agent, to the patentee or to the assignee of the entire 
interest, if he so request” to “the correspondence address of record. 
See § 1.33(a).” This change is to simplify § 1.315, and because 
patents are currently mailed to the patentee at the correspondence 
address of record. 


Section 1.321{c) is amended to change “double patenting 
rejection” to “judicially created double patenting rejection” for 
consistency with § 1.78(c) and to clarify that the filing of a 
terminal disclaimer is ineffective to overcome a statutory double 
patenting rejection. 


Section 1.497(a) is amended to provide that an applicant in an 
international application must file an oath or declaration that: (1) is 
executed in accordance with either § 1.66 or § 1.68, (2) identifies 
the specification to which it is directed, (3) identifies each inventor 
and the country of citizenship of each inventor, and (4) states that 
the person making the oath or declaration believes the named 
inventor or inventors to be the original and first inventor or 
inventors of the subject matter which is claimed and for which a 
patent is sought, rather than an oath or declaration in accordance 
with § 1.63, to enter the national stage pursuant to § 1.494 or § 
1.495. Currently, the failure to file an oath or declaration in strict 





Fesruary 20, 2001 


compliance with § 1.63 results in non-compliance with § 1.497, 
and thus 35 U.S.C. 371, which in turn delays the entry of the 
international application into the national stage. To expedite the 
entry of international applications into the national stage, § 
1.497(a) is amended to require only an oath or declaration that is 
properly executed, identifies the specification to which it is 
directed, and, as required by 35 U.S.C. 115, identifies each 
inventor and the country of citizenship of each inventor and states 
that the person making the oath or declaration believes the named 
inventor or inventors to be the original and first inventor or 
inventors of the subject matter which is claimed and for which a 
patent is sought. 


Section 1.497(b) is subdivided into paragraphs (b)(1) and (b)(2). 
Section § 1.497(b)(1) is amended to provide that the oath or 
declaration must be made by all of the actual inventors except as 
provided for in § 1.42, § 1.43 or § 1.47. Section § 1.497(b)(2) is 
amended to change “[i]f the international application was made as 
provided in § 1.422, § 1.423 or § 1.425, the applicant shall state his 
or her relationship to the inventor and, upon information and 
belief, the facts which the inventor is required by § 1.63 to state” 
to “[iJf the person making the oath or declaration is not the 
inventor, the oath or declaration shall state the relationship of the 
person to the inventor, the facts required by § 1.42, § 1.43 or § 
1.47, and, upon information and belief, the facts which the 
inventor would have been required to state.” 


Section 1.497(c) is added to provide that the oath or declaration 
must comply with the requirements of § 1.63. Section 1.497(c) 
further provides that in instances where the oath or declaration 
does not comply with § 1.63, but meets the requirements of § 
1.497(a) and (b), the oath or declaration will be accepted as 
complying with 35 U.S.C. 371(c)(4) and § 1.494(c) or § 1.495(c), 
thus permitting the application to enter the national stage and the 
assignment of dates under 35 U.S.C. 102(e) and 371(c). A 
supplemental oath or declaration in compliance with§ 1.63, 
however, will be required in accordance with § 1.67. 


Response to Comments 


Two hundred and forty-two written comments were received in 
response to the Notice of Proposed Rulemaking. A public hearing 
was held on September 19, 1995. Eight persons testified at the 
public hearing. 


The written comments, and the testimony at the public hearing, 
have been analyzed. In the event that H.R. 1733 is enacted, the 
comments directed to the proposed changes to the rules of practice 
to implement the 18-month publication of patent applications will 
be considered and addressed in the final rule package to implement 
18-month publication. Responses to the comments germane to the 
changes in this final rule package follow. 


Comment (1): One comment suggested that, in the absence of an 
18-month publication system, the proposed rules relating to 
application format and standardization of applications be repub- 
lished to give the public an opportunity to comment on the 
desirability of these changes in the absence of an 18-month 
publication system. 


Response: The Notice of Proposed Rulemaking specifically stated 
that the proposed rules relating to application format and standard- 
ization of applications may be adopted as final rules even in the 
absence of an 18-month publication system, and specifically 
advised interested members of the public to comment on the 
advisability of the proposed rules relating to application format 
and standardization of applications, regardless of the legislative 
action on H.R. 1733. Thus, the public was given an opportunity to 
comment on the desirability of these changes in the absence of an 
18-month publication system. Because the standardization of 
applications is generally favored and will substantially improve 
the Office’s ability to efficiently and effectively process applica- 
tions, delaying their adoption as final rules is not justified. 


Comment (2): One comment stated that the Office has the 
authority to require that applications be submitted in computer- 
readable form, and in fact requires sequence listings to be 
submitted in such form. The comment suggested that the cost of 
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electronically scanning application papers, as well as errors in 
scanning the application papers, can be avoided by requiring 
applicants to provide the specification in computer-readable form. 
Another comment stated that the Office has the authority to permit 
electronic filing, and electronic filing should be permitted. Several 
other comments indicated that scanning an application into a data 
base, rather than permitting applicants to provide a copy of the 
application on an electronic medium, is more costly, and is further 
more likely to introduce errors that could render text searching 
unreliable. And, several comments suggested that the scanning and 
typesetting costs associated with the current publication process 
for issued patents could be reduced by the acceptance of electronic 
media in place of or in addition to the paper medium currently 
provided for in the rules of practice. These comments further 
suggested that the Office should establish fees that reflect the 
reduced cost to the Office when a copy of an application is 
provided on an electronic medium (i.e., should establish reduced 
fees for those who submit a copy of their application on an 
electronic medium), which fee structure would provide an incen- 
tive to supply a copy of an application on an electronic medium. 


Response: As discussed in the Notice of Proposed Rulemaking, 
while the Office is considering the legislative and regulatory 
changes that would be necessary to permit purely electronic filing 
of application papers, it does not currently have in place an 
automated system for the acceptance and processing of application 
papers in electronic form, other than for sequence listings. More- 
over, the Office does not currently have the statutory authority to 
rebate statutory patent filing fees to reflect any reduced cost to the 
Office due to the submission of a copy of an application on an 
electronic medium. The Office will give the comments further 
consideration as it designs and develops the Patent Application 
Management (PAM) system. 


Comment (3): Several comments noted that § 1.52(a) and (b) 
impose a standard on applicants not currently observed by the 
Office, and questioned whether papers in the application file 
prepared by the Office will comply with § 1.52(a) and (b). 


Response: Sections § 1.52(a) and (b) apply to the application 
papers, and amendments or corrections thereto. As such, § 1.52(a) 
and (b) do not apply to those papers in the application file prepared 
by the Office, since they do not become part of the printed patent. 


Comment (4): One comment noted that proposed § 1.52 appears 
to be neutral with regard to numbering the lines (e.g., a line 
number every five lines) of the specification, and suggested that 
line numbering is a beneficial practice which should be permitted, 
and even encouraged. 


Response: Section 1.52 neither requires nor prohibits line num- 
bering. Applicants are encouraged, but not required, to number the 
lines of the specification. The Office will give the suggestion 
further study and consideration in future rulemaking. 


Comment (5): One comment noted that when paragraphs are 
separated by a blank line only (i.e., no indentation) and end 
between pages, it is not possible to tell that a paragraph break 
occurred. The comment suggested that the application format 
requirements should additionally require an indentation at the 
beginning of each new paragraph. 


Response: It is desirable that a specification include an indentation 
at the beginning of a new paragraph. This requirement, however, 
was not proposed for comment in the Notice of Proposed Rule- 
making. In addition, PCT Rule 11 does not require that the 
beginning of each new paragraph in the specification be indented. 


Comment (6): One comment noted that § 1.52(a) would prohibit 
handwriting or hand-printing on papers which are to become 
permanent Office records. The comment questioned whether this 
requirement would also apply to papers issued in the Office. The 
comment suggested revising Office practice to prohibit an exam- 
iner from handwriting comments on official papers (e.¢., advisory 
actions or interview summary records) because: (1) the handwrit- 
ing is not always decipherable, and (2) the handwriting as it comes 
through on the carbon copies furnished to applicants is frequently 
too light at least in part to be decipherable. 
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Response: The Office’s goal is to create a readable administrative 
record of the prosecution of every application. The Office is 
currently designing, testing and implementing electronic forms 
and Office action writing software to avoid or minimize the need 
for hand-writing/printing in Office communications. Any applicant 
receiving an Office communication in which the handwriting is not 
decipherable, or does not adequately appear on the carbon copies 
to be decipherable, should request a legible copy of such commu- 
nication from the Office. 


Comment (7): Several comments noted that the limitations in § 
1.52(a) and (b) regarding “typed” and “ink” appear to exclude 
computer and laser printers, as well as commercially or mechani- 
cally printed papers such as declaration forms. Another comment 
noted that the limitations in § 1.52(a) and (b) regarding “typed” 
and “ink” are more restrictive than PCT Rule 11.9(a) and (d). 


Response: The phrase “printed” was proposed to be deleted since 
it could be read to mean that hand-printing is acceptable. Section 
1.52(a) will require, in part, that “[{a]ll papers which are to become 
a part of the permanent records of the Patent and Trademark Office 
must be legibly written either by a typewriter or mechanical printer 
in permanent dark ink or its equivalent in portrait orientation on 
flexible, strong, smooth, non-shiny, durable, and white paper.” 
This will clarify that papers printed by a computer-operated laser, 
or any mechanical printer are acceptable, but that hand-printed 
papers are not. This change will also avoid inconsistencies with the 
requirements of PCT Rule 11.9. 


Comment (8): One comment noted that the proposed changes to 
§ 1.52(a) did not include any limitations regarding permissible 
type fonts. The comment questioned, since the purpose of the 
proposed rule change was to permit optical character recognition 
(OCR) scanning of the application papers, whether script fonts 
would be permissible. 


Response: Section |.52(a) does not include any express prohibi- 
tion against the use of script fonts. Nevertheless, § 1.52(a) requires 
that “the application papers must be presented in a form having 
sufficient clarity and contrast between the paper and the writing 
thereon to permit . . . electronic reproduction by use of digital 
imaging and optical character recognition.” Any application pa- 
pers, including application papers containing a script font, that are 
not in a form having sufficient clarity and contrast between the 
paper and the writing thereon to permit electronic reproduction by 
use of digital imaging and optical character recognition will be 
objected to as not in compliance with § 1.52(a). Therefore, the 
Office cautions applicants not to submit application papers having 
script fonts. 


Comment (9): One comment noted that § 1.52(b) would require 
that all papers (including drawings per proposed § 1.84) be limited 
to either DIN size A4 or 8 1/2 by 11 inches, which would eliminate 
the currently allowed paper sizes of 8 1/2 by 13 or 14 inches. The 
comment questioned whether this would also apply to the official 
papers issued by the Office, noting that the Office currently issues 
papers having a paper size mix of 8 1/2 by 11, 13, and 14 inches, 
which presents problems for applicants. The comment suggested 
that the Office should not issue papers of a size not permitted in § 
1.52. 


Response: The Office is currently in the process of standardizing 
to either 21.0 cm. by 29.7 cm. (DIN size A4) or 2§ 1.6 cm. by 27.9 
cm. (8 1/2 by 11 inches). 


Comment (10): One comment suggested that the Office should not 
issue papers with writing on the back side in accordance with § 
1.52(b). 


Response: The Office currently includes informational language 
on the back side of certain forms. The alternatives to issuing such 
forms with writing on the back side are: (1) not providing this 
information to applicants, (2) reducing the print size to permit all 
of the information to be located on the front of the form, or (3) 
routinely providing multiple page forms. Since none of the 
alternatives are preferable to simply including informational! lan- 
guage on the back side of certain forms, the Office will continue to 
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include information language on the back of papers issued by the 
Office, until it fully transforms all of its forms to electronically 
generated forms 


Comment (11): One comment questioned whether the phrase 
“claims on a separate sheet” in § 1.52(b) means that: (1) all of the 
claims must appear on a single separate sheet, (2) each claim must 
appear on a separate sheet, or (3) the claims (claim 1) must begin 
or commence on a separate sheet. The comment suggested the PCT 
wording that the claims shall commence on a separate sheet if the 
rule is intended to require that the claims (claim 1) must begin or 
commence on a separate sheet. 


Response: The phrase has been changed to “the claim or claims 
commencing on a separate sheet” to clarify that the claims must 
begin or commence on a separate sheet to parallel PCT require- 
ments. Thus, § 1.52(b) and § 1.75(h) require that the claims (claim 
1) must begin or commence on a separate sheet. Sections § 1.52(b) 
and § 1.75(h) do not require that all of the claims be set forth on 
a single sheet, or that each claim be set forth on a separate sheet. 


Comment (12): One comment questioned whether the phrase 
“abstract and claims on a separate sheet” in § 1.52(b) means that 
the abstract is to be on one separate sheet, and the claims are to be 
(or commence) on another separate sheet. 


Response:The phrase has been changed to “the claim or claims 
commencing on a separate sheet and abstract commencing on a 
separate sheet” to clarify that the claims must commence on one 
separate sheet and the abstract must commence on another 
separate sheet. 


Comment (13): One comment noted that the requirement in § 
1.52(b), as proposed, will require that the lines in the oath or 
declaration, as well as quotations from the rules, the MPEP, and 
court decisions in subsequently filed amendments, be | 1/2 or 
double spaced, and is inconsistent with the forms included for 
comment with the Notice of Proposed Rulemaking. 


Response: Section 1.52(b) has been changed to require, inter alia, 
that “[t}he lines of the specification, and any amendments to the 
specification, must be | 1/2 or double spaced.” The requirement 
for | 1/2 or double spacing will not apply to oaths or declarations, 
pre-printed forms, or all of the statements in the “Remarks” section 
of an amendment. Applicants are nevertheless requested to submit 
papers with lines | 1/2 or double spaced, except in standardized 
forms or where single-spacing may be stylistically necessary (e.g., 
block quotations). 


Comment (14): One comment questioned whether the require- 
ment in § 1.52(b), as proposed, that papers have lines | 1/2 or 
double spaced will apply to Office actions. The comment sug- 
gested that not placing block quotations from the statutes and 
regulations in single spacing will decrease the readability of Office 
actions. 


Response: As discussed supra, § 1.52(a) and (b) are designed to 
facilitate patent printing and do not apply to Office actions. Section 
1.52(b) has been changed to require, inter alia, that “[t}he lines of 
the specification, and any amendments to the specification, must 
be | 1/2 or double spaced.” Therefore, the requirement for 1 1/2 or 
double spaced lines will not apply to Office actions. 


Comment (15): Several comments objected to the requirement 
that tables be in portrait orientation as inconsistent with PCT rules, 
and as causing tables to be split over multiple pages. 


Response: The suggestions are adopted. Section 1.58 will state 
that “[c]hemical and mathematical formulae and tables must be 
presented in compliance with § 1.52(a) and (b), except that 
chemical and mathematical formulae or tables may be placed in a 
landscape orientation if they cannot be presented satisfactorily in 
a portrait orientation.” rather than “[t]o facilitate camera copying 
when printing, the width of formulae and tables as presented 
should be limited normally to 12.7 cm. (5 inches) so that it may 
appear as a single column in the printed patent.” 
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Comment (16): One comment stated that § 1.72 is contrary to 
PCT Rule 1§ 1.4(a), and will require renumbering of the applica- 
tion pages for later filing of that application in the European Patent 
Office (EPO) or under the PCT. 


Response: Section 1.72, as proposed in the Notice of Proposed 
Rulemaking, provided that the abstract be “preferably prior to the 
first page of the specification,” and, as such, merely expressed the 
Office’s preference for the location of the abstract as prior to the 
first page of the specification. Nevertheless, to avoid the undesir- 
able result of requiring an applicant who submitted an application 
in the format set forth in § 1.77 to renumber the specification pages 
for filing that application in the EPO or under the PCT, § 1.72 is 
changed to state that the preferable location of the abstract is 
following the claims. 


Comment (17): One comment stated that requiring that the rarely 
used section headings (e.g., statement regarding federally spon- 
sored research and development) be followed by the phrase 
“not-applicable” is confusing. 


Response: Section |.77 is permissive rather than mandatory. As 
such, any applicant finding the format suggested therein to be 
confusing is at liberty to simply include those section headings 
applicable to the particular application. The use of each section 
heading, even when the section is “not-applicable,” is desirable in 
that it apprises the Office that the section at issue has been 
considered and deemed inapplicable. Simply not providing a 
section heading is ambiguous as to whether the applicant considers 
the section inapplicable or has not considered whether the section 
is applicable to the application. In addition, the use of such section 
headings will be of greater benefit when the Office implements 
procedures to permit the electronic filing of patent applications. 


Comment (18): One comment stated that the requirements set 
forth in § 1.77 are in addition to those required by the PCT. The 
comment argued that the Office cannot require international 
applications entering the national stage under 35 U.S.C. 371 to 
comply with these requirements. 


Response: As discussed supra, § 1.77 merely expresses the 
Office’s preference for the arrangement of the application ele- 
ments. The Office may advise an applicant that the application 
does not comply with the format set forth in § 1.77, and suggest 
this format for the applicant's consideration; however, the Office 
will not require any application to comply with the format set forth 
in § 1.77. Therefore, there is no conflict between § 1.77 and the 
PCT. 


Comment (19): One comment noted that § 1.154 and § 1.163 
apply to design and plant applications, and, as such, they are not 
in conflict with PCT Rules. The comment suggested that it would, 
however, be preferable that all types of U.S. applications maintain 
the same order of application elements, and that this order be the 
order set forth by the PCT Rules. 


Response: As discussed supra, the arrangement of the elements of 
an application set forth in § 1.77 is not mandatory, and, as such, § 
1.77 is not in conflict with the PCT or PCT Rules. Section 1.77 
merely expresses the Office's preference for the arrangement of the 
elements of an application. The Office’s preference for the format 
of design applications ( § 1.154) and plant applications ( § 1.163) 
is the same as the Office’s preference for utility applications ( § 
1.77). 


Comment (20): One comment stated that in the absence of 
statutory requirements for the application elements proposed in § 
1.77, § 1.154, and § 1.163, the rule should clearly state that these 
application elements or arrangements are preferred but not man- 
datory. 


Response: Sections § 1.77, § 1.154, and § 1.163 employ the 
phrase “should” rather than “must,” which is the language of a 
precatory statement. Therefore, § 1.77, § 1.154, and § 1.163 
currently state that these application elements or arrangements are 
preferred, but are not mandatory. 
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Comment (21): One comment questioned whether the Application 
Transmittal Form, and Fee Transmittal Form set forth in § 1.77 
should be numbered pages | and 2 pursuant to § 1.52, and further 
questioned where the drawings and oath or declaration are to be 
numbered. 


Response: Section 1.52 has been changed to provide that the 
pages of the specification, not the application, should be consecu- 
tively numbered beginning with page 1. The Application Trans- 
mittal Form, and Fee Transmittal Form set forth in § 1.77 are not 
part of the specification. As such, they should not be numbered as 
pages | and 2, respectively. Likewise, the drawings and oath or 
declaration are not part of the specification, and need not be 
numbered. 


Comment (22): One comment stated that the failure to include the 
phrase “not applicable” by all of the application elements not 
required by statute or regulation rendered it unclear as to whether 
the Office would object to the lack of an application element for 
which the phrase “not applicable” is not included. 


Response: The Office anticipates that an applicant choosing to use 
the Transmittal forms provided by the Office will arrange his or her 
application in the format suggested by the Office. The patent 
statutes and regulations set forth the requirements for a complete 
application, as wel! as the requirements for obtaining a filing date 
in an application. Applications are examined for compliance with 
the patent statutes and regulations, not for consistency with any 
particular transmittal form 


Comment (23): One comment noted, in regard to § 1.84(c), that 
the drawings of an international application, which are often used 
for processing in the Office, will have the World Organization 
(WO) publication number and International Bureau (IB) publica- 
tion date on the top of the drawing. 


Response: The WO publication number and IB publication date 
placed on the top of the drawing of an international application is 
not objectionable under § 1.84(c). 


Comment (24): One comment stated that the scan target points 
conflict with PCT Rule 1§ 1.6(e). As such, the scan target points 
would have to be removed from applications to be filed as an 
international application. The comment further stated that these 
target points are unnecessary in view of the paper size and margin 
requirements. 


Response: Section |.84(g) states that drawings “should,” and not 
“must,” have scan target points printed on two catercorner margin 
corners. Thus, § 1.84(g) merely expresses the Office’s preference 
for scan target points on the drawings for filming and printing 
purposes, which are considered desirable due to the different sights 
on 21.0 cm. by 29.7 cm. (DIN size A4) and 2§ 1.6 cm. by 27.9 cm. 
(8 1/2 by 11 inch) drawing sheets. An applicant wishing to provide 
scan target points on drawings that will later be filed in the EPO 
may simply copy the drawings to be filed in the EPO, place the 
scan target points only on the Office copy of the drawings, and 
submit the copy of the drawings containing the scan target points 
to the Office. Likewise, applicants filing drawings that were 
previously filed in the EPO should simply add scan target points 
only to the copy of the drawings to be filed in the Office. 
Nevertheless, as § 1.84(g) merely expresses a preference for scan 
target points for Office filming and printing purposes, an applicant 
intending to later file the application in the EPO, or any applicant, 
is at liberty to not include such scan target points on the drawings. 
The Office will not object to the absence of scan target points on 
any drawings filed in the Office. Therefore, § 1.84(g) does not 
include a requirement in excess of, or inconsistent, with PCT 
Rules. 


Comment (25): One comment stated that the term “catercorner™ is 
slang, and suggested that it be replaced in § 1.84(g) with a phrase 
such as “diagonally opposite.” 


Response: The term “catercorner” is not slang. While there are a 
number of acceptable English phrases to denote diagonally oppo- 
site, the term “catercorner” was selected to avoid using a multiple 
word phrase where a single word will suffice. 
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Comment (26): One comment stated that the language proposed 
to be added to § 1.97 regarding a reexamination or patent owner is 
inconsistent with § 1.533 and suggested that it be deleted 


Response: The suggestion is adopted. 


Comment (27): One comment stated that § 1.131 does not specify 
whether the phrase “application” includes provisional applications. 
The comment suggested that § 1.131 be amended to state “unless 
the date of such patent or publication is more than one year prior 
to the earliest date on which the inventor’s or patent owner's 
application or provisional application from which that application 
claims priority therefrom was filed in this country.” 


Response: The proposed change to § 1.131 is not adopted. It is 
well established that the filing date of any abandoned application 
co-pending with and referred to in a patent is the effective date of 
the patent with respect to the common subject matter disclosed in 
the patent and abandoned application. See In re Switzer, 166 F.2d 
827. 77 USPQ 156 (CCPA 1948). Section 1.131 does not make a 
specific reference to nonprovisional applications for which a 
benefit is claimed under 35 U.S.C. 120; however, it is understood 
that the effective date of any patent sought to be antedated pursuant 
to § 1.131 is the earliest filing date of any application to which the 
patent is entitled to under 35 U.S.C. 120 with respect to the 
common subject matter disclosed in the patent and the application. 
The provisions of title 35, except for 35 U.S.C. 115, 131, 135 and 
157, apply to provisional applications. 35 U.S.C. 111(b)(8). It is 
therefore likewise unnecessary to specifically reference provi- 
sional applications in § 1.131. 


Comment (28): Several comments objected to § 1.291 and § 
1.292 as pre-grant opposition, especially in view of the pre-grant 
publication of pending applications that would be provided for in 
H.R. 1733, if enacted, and the expanded reexamination that would 
be provided for in H.R. 1732, if enacted. The comments either 
suggested that the protest and public use proceeding provisions of 
§ 1.291 and § 1.292 be severely limited or abolished. 


Response: The changes to § 1.291 and § 1.292 place greater 


obligations on third parties seeking to use these sections. As such, 
this rule change does not add to any third party’s ability to 
participate in the prosecution of a pending application. Neverthe- 
less, as neither H.R. 1732 nor H.R. 1733 has presently been 
enacted, analysis of whether modification of § 1.291 and § 1.292 
in addition to that proposed in the Notice of Proposed Rulemaking 
is desirable in a pre-grant publication or expanded reexamination 
system is held in abeyance pending enactment of H.R. 1733 or 
1732. 


Comment (29): One comment noted that any standardization of 
patent applications should not include pre-printed forms taking 
eleven hours to complete. The comment further suggested that 
word-processor versions of any collection of information, rather 
than pre-printed forms, would be of greater assistance to members 
of the public. 


Response: Initially, the Notice of Proposed Rulemaking indicated 
that the initial patent application (e.g., the specification, drawings, 
as well as the standard forms), not merely the proposed standard- 
ized forms, is a collection of information estimated to average 
eleven hours to complete. The Notice of Proposed Rulemaking 
stated that the public reporting burden for these collections of 
information is estimated to average: (1) twelve minutes per 
response for the Fee Transmittal form, (2) twelve minutes per 
response for the Utility Patent Application Transmittal form, (3) 
twelve minutes per response for the Design Patent Application 
Transmittal form, (4) twelve minutes per response for the Plant 
Patent Application Transmittal form, (5) twelve minutes per 
response for the Plant Color Coding Sheet, (6) twenty-four 
minutes per response for the Declaration form, and (7) twenty-four 
minutes per response for the Plant Patent Application Declaration. 
Nevertheless, the final rules do not require the use of any 
standardized form. The Office publishes standardized forms only 
as an aid to practitioners and applicants. 


Comment (30): One comment questioned whether use of the 
standardized versions of the various forms would be required. 
Another comment stated that the Office has no authority to require 
the use of the published forms in the absence of statutory authority. 
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Response: Use of the forms included for comment with the Notice 
of Proposed Rulemaking is not mandatory. That is, an applicant 
need not use the standardized versions of the Fee Transmittal form, 
Utility Patent Application Transmittal form, Design Patent Appli- 
cation Transmittal form, Plant Patent Application Transmittal 
form, Plant Color Coding Sheet, Declaration form and Plant Patient 
Application Declaration form, and need not use any fee transmittal 
form, application transmittal form, or plant color coding sheet. 
These forms were created to assist applicants in filing a patent 
application and to help ensure the filing of a complete application 
accompanied by the appropriate fees, thereby avoiding unneces- 
sary delays in the examination of the application. 


Comment (31): One comment stated that the Office should not 
require the use of mandated forms, and if the Office requires the 
use of mandated forms, the Office should revise the forms to 
render them readily reproducible by conventional software, and 
should arrange for versions of these forms in various formats to be 
distributed by the Internet, bulletin board, or floppy disk. Another 
comment suggested that the Office should make its form or 
templates available for electronic copying. 


Response: Copies of the standard forms provided by the Office 
may be obtained by contacting the Customer Service Center of the 
Office of Initial Patent Examination at (703) 308-1214. Also, many 
standardized forms have been loaded on the Office’s Internet 
Website and may be electronically copied via the Internet through 
anonymous file transfer protocol (ftp) (address: ftp.uspto.gov). 
Nevertheless, use of the forms included for comment with the 
Notice of Proposed Rulemaking is not mandatory. 


Comment (32): One comment questioned why there is a box with 
an instruction to type a plus sign in the box at the very top of the 
standardized forms. 


Response: As discussed supra, the Office plans to replace or 
augment the current microfilming process with an electronic data 
base which captures at least the technical content of the applica- 
tion-as-filed for internal Office use. Typing a plus sign (+) into this 
box will facilitate the image scanner in aligning the remaining 
typing on the form during the scanning process 


Comment (33): One comment questioned: (1) why the application 
transmittal forms do not have a place for applicant to indicate the 
type of new utility application being transmitted (e.g., a provi- 
sional, original, continuation, division, continuation-in-part, reis- 
sue), and (2) how the Office official will obtain this information for 
entry in the official use “application type” box 


Response: The Utility Patent Application Transmittal form sets 
forth instructions for filing utility applications under § 1.53 in the 
arrangement set forth in § !.77. All non-reissue, nonprovisional 
utility applications (i.e., original, continuation, divisional, and 
continuation-in-part applications) filed under § 1.53 should be 
submitted using the Utility Patent Application Transmittal form. 
The Design Patent Application Transmittal form sets forth instruc- 
tions for filing design applications in the arrangement set forth in 
§ 1.154. All non-reissue design applications should be submitted 
using the Design Patent Application Transmittal form. The Plant 
Patent Application Transmittal form sets forth instructions for 
filing plant applications in the arrangement set forth in § 1.163. All 
non-reissue, nonprovisional plant applications should be submitted 
using the Plant Patent Application Transmittal form. 


A Reissue Patent Application Transmittal form is also available, 
and all! applications for the reissue of a patent should be submitted 
using the Reissue Patent Application Transmittal form. The cover 
sheet provided for in § 1.53(b)(2)(i) for a provisional application 
functions as a transmittal sheet for a provisional application. As 
such, the standardized Provisional Application Cover Sheet is the 
transmitial form for a provisional application. The provisional 
application cover sheet was published in the rulemaking entitled 
“Changes to Implement 20-Year Patent Term and Provisional 
Applications,” in the Federal Register at 60 FR 20230-31 (April 
25, 1995), and in the Patent and Trademark Office Official Gazette 
at 1174 Off. Gaz. Pat Office 45-46 (May 2, 1995). 
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To provide a place on the Application Transmittal form for 


claims under 35 U.S.C. 119, 120, or 121 would require the use of 


an unacceptably smaller font on the Application Transmittal form. 
The Declaration forms provide a place for stating claims under 35 
U.S.C. 119, 120 or 121. The inclusion on filing of an executed or 
unexecuted Declaration form containing this information would 
assist the Office in ascertaining whether the application is an 
original, continuation, divisional, or continuation-in-part applica- 
tion. In addition, in the event that H.R. 1733 is enacted, and the 
proposed changes to § 1.55(a) and § 1.78(a)(2) are adopted 
substantially as proposed, the routine inclusion of claims for 
priority under 35 U.S.C. 119, 120, or 121 in an executed or 
unexecuted declaration form accompanying the application papers 
would be an excellent mechanism for avoiding an inadvertent 
failure to timely submit a claim for priority under 35 U.S.C. 119, 
120, or 121. 


Comment (34): One comment noted that the heading “DECLA- 
RATION” does not state the types of applications with which the 
declaration form could be used. The comment questioned whether 
it is intended to be used with any type of nonprovisional 
application except plant applications for which a separate form is 
proposed. 


Response: The declaration form containing the heading “DEC- 
LARATION” is intended to be used with any type of nonprovi- 
sional application except plant applications, for which a separate 
Plant Declaration form is provided. 


Comment (35): One comment suggested that in the foreign 
priority claim section of the Declaration form, the last line, the 
phrase “having a filing date before that of the application on which 
priority is claimed” should be changed to “for which priority is not 
claimed,” to cover those foreign applications which have a filing 
date after that of the application on which priority is claimed and 
the benefit of which applicant does not want to claim. The 
comment also indicated that, frequently, an application is filed 
after the Convention Year. 


Response: The suggestion is not adopted. Section 1.63(c) requires 
that an oath or declaration in any application in which a claim for 
priority is made pursuant to § 1.55 identify . . . “any foreign 
application having a filing date before that of the application on 
which priority is claimed, by specifying the application number, 
country, day, month, and year of its filing.” Thus, the language in 
the Declaration form aids applicants in submitting a declaration in 
compliance with § 1.63(c). Any foreign application having a filing 
date before that of the application on which priority is claimed is, 
by definition, a foreign application for which priority is not 
claimed. 


Comment (36): One comment suggested that in the foreign 
priority claim section, the right hand columns, the heading should 
be corrected to “Certified Copy Attached” since the Office does not 
routinely want uncertified copies. 


Response: The suggestion is adopted. The Declaration form has 
been modified accordingly. 


Comment (37): One comment noted that the Fee Calculation and 
Application Transmittal are currently on a single sheet/form, 
where the proposed forms provide a separate sheet/form for each. 
The comment also noted that the current Declaration form is a 
single sheet, where the proposed Declaration form contains mul- 
tiple sheets. 


Response: The Office currently receives application transmittals, 
fee calculations/transmittals and declarations in a variety of forms 
and in a multitude of formats. The proposed forms were developed 
as a result of an analysis of the current practices and requirements 
of applicants, as well as the Office’s plans to scan application data 
from these forms into an electronic data base. The Fee Transmittal 
form was created to aid applicants in submitting the fees due on 
filing a new patent application, as well as the fees that may be due 
throughout the prosecution of the application. The Application 
Transmittal serves to both aid applicants in filing a complete 
application, and simplify the pre-examination processing of the 
application. To permit the inclusion of additional fee calculation 
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and application transmittal information on the standardized forms, 
and to provide a Fee Transmittal form for use throughout the 
prosecution of the application, a separate Fee Transmittal form and 
Application Transmittal form were developed. A multi-page Dec- 
laration form is necessary to accommodate the Office’s plans to 
scan application data from this Declaration form into an electronic 
data base. 


Comment (38): One comment indicated that the meaning or 
purpose of “suffix” in the inventor signature block is unclear, and 
requested an explanation as to whether it refers to “Jr.” or “II,” or 
whether it is a place to put the mother’s name for those inventors 
whose family name is followed by their mother’s name. 


Response: The field on the Declaration form labeled (inventor) 
“suffix” is intended to provide the applicant with an option to 
indicate family position relative to age. Examples of an inventor's 
suffix are: Jr., Sr., and II. This information is tracked by the Office 
and is necessary to print patents which accurately reflect biblio- 
graphic information about the inventor. The use of this field and 
the data expected will be clarified and specified in the form 
instructions. 


Comment (39): One comment questioned the meaning or purpose 
of “Applicant Authority” in the last line of the inventor data block. 


Response: The phrase “Applicant Authority” indicates the author- 
ity that the applicant has in executing the application (e.g., 
inventor, executor ( § 1.42), assignee ( § 1.47(b)). This field is an 
optional field for the applicant to complete. The electronic versions 
of the proposed standard declaration forms would provide the 
applicant with directions and a list of valid codes that correspond 
with a specific identification of the authority the applicant retains 
(e.g., the Authority Code for an executor will be “04”). 


Comment (40): One comment stated that due to the spacing and 
small fonts on the fee transmittal form, this sheet cannot be used 
with a conventional word processor. 


Response: To accommodate all the fee descriptions on a one-page 
fee transmittal it was necessary to use smaller fonts in the form’s 
design. These fonts are available in Word and WordPerfect. An 
electronic version of the fee transmittal will be available from the 
Office soon. 


Comment (41): One comment stated that the “one form fits ail” 
mentality of the fee transmittal form should be reconsidered since 
certain fees are submitted only once during the prosecution of an 
application. 


Response: The proposed standard one-page fee form is primarily 
to facilitate and simplify the fee payment process. The one-page 
fee transmittal is intended to aid applicants in providing complete 
fee information to the Office for each application and paper 
submission. This will enable the Office to more efficiently process 
and record fee payments, which will avoid delays in the prosecu- 
tion of an application. 


Other Considerations 


This final rule change is in conformity with the requirements of 
the Regulatory Flexibility Act (5 U.S.C. 601 et seg.), Executive 
Order 12612, and the Paperwork Reduction Act of 1995, 44 U.S.C. 
3501 et seq. It has been determined that this final rule is not 
significant for the purposes of Executive Order 12866. 


The Assistant General Counsel for Legislation and Regulation 
of the Department of Commerce has certified to the Chief Counsel 
for Advocacy, Small Business Administration, that this rule change 
will not have a significant economic impact on a substantial 
number of small entities (Regulatory Flexibility Act, 5 U.S.C. 
605(b)). The principal effect of this rule change is to simplify and 
clarify the rules governing the form of patent application papers. 


The Office has also determined that this notice has no Federal- 
ism implications affecting the relationship between the National 
Government and the States as outlined in Executive Order 12612. 
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Notwithstanding any other provision of law, no person is 
required to respond to nor shall any person be subject to a penalty 
for failure to comply with a collection of information subject to the 
requirements of the Paperwork Reduction Act unless that collec- 
tion of information displays a currently valid OMB control 
number. 


This final rule package contains a collection of information 
subject to the Paperwork Reduction Act of 1995, 44 U.S.C. 3501 
et seq. This collection of information is currently approved by the 
Office of Management and Budget under Control No. 0651-0032. 
This collection of information includes the initial patent applica- 
tion filing, the Fee Transmittal form, the Utility Patent Application 
Transmittal form, the Design Patent Application Transmittal form, 
the Plant Patent Application Transmittal form, the Plant Color 
Coding Sheet, the Declaration form, and the Plant Patent Appli- 
cation Declaration form. The above-mentioned forms will reduce 
the burden and uncertainty associated with the submission of an 
application and related information, and enhance the Office's 
ability to use standardized automation techniques (optical charac- 
ter recognition, etc.) to record and process information concerning 
applications. The public reporting burden for these collections of 
information is estimated to average: (1) ten hours per response for 
the specification and drawings of an application, (2) twelve 
minutes per response for the Fee Transmittal form, (3) twelve 
minutes per response for the Utility Patent Application Transmittal 
form, (4) twelve minutes per response for the Design Patent 
Application Transmittal form, (5) twelve minutes per response for 
the Plant Patent Application Transmittal form, (6) twelve minutes 
per response for the Plant Color Coding Sheet, (7) twenty-four 
minutes per response for the Declaration form, and (8) twenty-four 
minutes per response for the Plant Patent Application Declaration. 
These estimates include the time for reviewing instructions, 
searching existing data sources, gathering and maintaining the data 
needed, and completing and reviewing the collections of informa- 
tion. 


Send comments regarding this burden estimate or any other 
aspect of this collection of information, including suggestions for 
reducing this burden to the Office of System Quality and Enhance- 
ment, Data Administration Division, Patent and Trademark Office, 
Washington, D.C. 20231, and to the Office of Information and 
Regulatory Affairs, Office of Management and Budget, Washing- 
ton, D.C. 20503 (ATTN: Paperwork Reduction Act Project 0651- 
0032). 


List of Subjects 
37 CFR Part | 

Administrative practice and procedure, Courts, Freedom of 
Information, Inventions and patents, Reporting and record keeping 


requirements, Small Businesses. 


For the reasons set forth in the preamble, 37 CFR Part | is 
amended as follows: 


PART 1 - Rules of Practice in Patent Cases 


1. The authority citation for 37 CFR Part | continues to read as 
follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.5 is amended by adding paragraph (f) to read as 
follows: 


§ 1.5 Identification of application, patent or registration. 


kek eAS 


(f) When a paper concerns a provisional application, it should 
identify the application as such and include the application 
number. 


3. Section 1.12 is amended by revising paragraph (c) to read as 
follows: 
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§ 1.12 Assignment records open to public inspection. 


kk KK 


(c) Any request by a member of the public seeking copies of any 
assignment records of any pending or abandoned patent applica- 
tion preserved in confidence under § 1.14, or any information with 
respect thereto, must: 


(1) Be in the form of a petition accompanied by the petition fee 
set forth in § 1.17(i): or 


(2) Include written authority granting access to the member of 
the public to the particular assignment records from the applicant 
or applicant’s assignee or attorney or agent of record. 
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4. Section 1.14 is amended by revising the section heading and 
paragraphs (a), (b), and (e) to read as follows: 


§ 1.14 Patent applications preserved in confidence. 


(a)(1) Patent applications are generally preserved in confidence 
pursuant to 35 U.S.C. 122. No information will be given concern- 
ing the filing, pendency, or subject matter of any application for 
patent, and no access will be given to, or copies furnished of, any 
application or papers relating thereto, except as set forth below. 


(2) Status information, which includes information such as 
whether the application is pending, abandoned, or patented, as well 
as the application number and filing date, may be supplied: 


(i) Concerning an application or any application claiming the 
benefit of the filing date of the application, if the application has 
been identified by application number or serial number and filing 
date in a published patent document, 


(ii) Concerning the national stage application or any application 
claiming the benefit of the filing date of a published international 
application, if the United States of America has been indicated as 
a Designated State in the international application, or 


(iii) When it has been determined by the Commissioner to be 
necessary for the proper conduct of business before the Office. 


(3) Access to, or copies of, an application may be provided: 


(i) When the application is open to the public as provided in § 
1.11(b), 


(ii) When written authority in that application from the appli- 
cant, the assignee of the application, or the attorney or agent of 
record has been granted, 


(iii) When it has been determined by the Commissioner to be 
necessary for the proper conduct of business before the Office, or 


(iv) To any person on written request, without notice to the 
applicant, when the application is abandoned and available and is: 


(A) Referred to in a U.S. patent, 
(B) Referred to in an application open to public inspection, 


(C) An application which claims the benefit of the filing date of 
an application open to public inspection, or 


(D) An application in which the applicant has filed an authori- 
zation to lay open the complete application to the public. 


(b) Complete applications ( § 1.51(a)) which are abandoned may 
be destroyed and hence may not be available for access or copies 
as permitted by paragraph (a)(3)(iv) of this section after 20 years 
from their filing date, except those to which particular attention has 
been called and which have been marked for preservation. 
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(e) Any request by a member of the public seeking access to, or 
copies of, any pending or abandoned application preserved in 
confidence pursuant to paragraph (a) of this section, or any papers 
relating thereto, must: 


(1) Be in the form of a petition and be accompanied by the 
petition fee set forth in § 1.17(i); or 


(2) Include written authority granting access to the member of 
the public in that particular application from the applicant or the 
applicant’s assignee or attorney or agent of record. 


ke KK 


5. Section 1.52 is amended by revising paragraphs (a) and (b) to 
read as follows: 


§ 1.52 Language, paper, writing, margins. 


(a) The application, any amendments or corrections thereto, and 
the oath or declaration must be in the English language except as 
provided for in § 1.69 and paragraph (d) of this section, or be 
accompanied by a verified translation of the application and a 
translation of any corrections or amendments into the English 
language. All papers which are to become a part of the permanent 
records of the Patent and Trademark Office must be legibly written 
either by a typewriter or mechanical printer in permanent dark ink 
or its equivalent in portrait orientation on flexible, strong, smooth, 
non-shiny, durable, and white paper. All of the application papers 
must be presented in a form having sufficient clarity and contrast 
between the paper and the writing thereon to permit the direct 
reproduction of readily legible copies in any number by use of 
photographic, electrostatic, photo-offset, and microfilming pro- 
cesses and electronic reproduction by use of digital imaging and 
optical character recognition. If the papers are not of the required 
quality, substitute typewritten or mechanically printed papers of 
suitable quality will be required. See § 1.125 for filing substitute 
typewritten or mechanically printed papers constituting a substi- 
tute specification when required by the Office. 


(b) Except for drawings, the application papers (specification, 
including claims, abstract, oath or declaration, and papers as 
provided for in § 1.42, § 1.43, § 1.47, etc.) and also papers 
subsequently filed, must have each page plainly written on only 
one side of a sheet of paper, with the claim or claims commencing 
on a separate sheet and the abstract commencing on a separate 
sheet.See § 1.72(b) and § 1.75(h). The sheets of paper must be the 
same size and either 21.0 cm. by 29.7 cm. (DIN size A4) or 2§ 1.6 
cm. by 27.9 cm. (8 1/2 by 11 inches). Each sheet must include a 
top margin of at least 2.0 cm. (3/4 inch), a left side margin of at 
least 2.5 cm. (1 inch), a right side margin of at least 2.0 cm. (3/4 
inch), and a bottom margin of at least 2.0 cm. (3/4 inch), and no 
holes should be made in the sheets as submitted. The lines of the 
specification, and any amendments to the specification, must be | 
1/2 or double spaced. The pages of the specification including 
claims and abstract must be numbered consecutively, starting with 
1, the numbers being centrally located above or preferably, below, 
the text. See § 1.84 for drawings. 
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6. Section 1.54 is amended by revising paragraph (b) to read as 
follows: 


§ 1.54 Parts of application to be filed together; filing receipt. 


*e EK E 


(b) Applicant will be informed of the application number and 
filing date by a filing receipt. 

7. Section 1.58 is amended by removing and reserving para- 
graph (b) and revising the section heading and paragraph (c) to 
read as follows: 


§ 1.58 Chemical and mathematical formulae and tables. 


keKKS 


U.S. PATENT AND TRADEMARK OFFICE 


1243 TMOG 631 
(154) 


(b) [Reserved] 


(c) Chemical and mathematical formulae and tables must be 
presented in compliance with § 1.52(a) and (b), except that 
chemical and mathematical formulae or tables may be placed in a 
landscape orientation if they cannot be presented satisfactorily in 
a portrait orientation. Typewritten characters used in such formu- 
lae and tables must be chosen from a block (nonscript) type font or 
lettering style having capital letters which are at least 0.21 cm. 
(0.08 inch) high (e.g., elite type). A space at least 0.64 cm. (1/4 
inch) high should be provided between complex formulae and 
tables and the text. Tables should have the lines and columns of 
data closely spaced to conserve space, consistent with a high 
degree of legibility. 


8. Section 1.62 is amended by revising paragraphs (e) and (f) to 
read as follows: 


§ 1.62 File wrapper continuing procedure. 
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(e) An application filed under this section will utilize the file 
wrapper and contents of the prior application to constitute the new 
continuation, continuation-in-part, or divisional application but 
will be assigned a new application number. Changes to the prior 
application must be made in the form of an amendment to the prior 
application as it exists at the time of filing the application under 
this section. No copy of the prior application or new specification 
is required. The filing of such a copy or specification will be 
considered improper, and a filing date as of the date of deposit of 
the request for an application under this section will not be granted 
to the application unless a petition with the fee set forth in § 1.17(i) 
is filed with instructions to cancel the copy or specification. 


(f) The filing of an application under this section will be 
construed to include a waiver of confidence by the applicant under 
35 U.S.C. 122 to the extent that any member of the public who is 
entitled under the provisions of § 1.14 to access to, or information 
concerning either the prior application or any continuing applica- 
tion filed under the provisions of this section may be given similar 
access to, or similar information concerning, the other applica- 
tion(s) in the file wrapper. 
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9. Section 1.72 is amended by revising paragraph (b) to read as 
follows: 


§ 1.72 Title and abstract. 
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(b) A brief abstract of the technical disclosure in the specifica- 
tion must commence on a separate sheet, preferably following the 
claims, under the heading “Abstract of the Disclosure.” The 
purpose of the abstract is to enable the Patent and Trademark 
Office and the public generally to determine quickly from a 
cursory inspection the nature and gist of the technical disclosure. 
The abstract shall not be used for interpreting the scope of the 
claims. 


10. Section 1.75 is amended by revising paragraph (g) and 


adding paragraphs (h) and (i) to read as follows: 


§ 1.75 Claim(s). 
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(g) The least restrictive claim should be presented as claim 
number |, and all dependent claims should be grouped together 
with the claim or claims to which they refer to the extent 
practicable. 


(h) The claim or claims must commence on a separate sheet. 
(i) Where a claim sets forth a plurality of elements or steps, each 


element or step of the claim should be separated by a line 
indentation. 
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11. Section 1.77 is revised to read as follows: 
§ 1.77 Arrangement of application elements. 


(a) The elements of the application, if applicable, should appear 
in the following order: 


(1) Utility Application Transmittal Form. 
(2) Fee Transmittal Form. 


(3) Title of the invention; or an introductory portion stating the 
name, citizenship, and residence of the applicant, and the title of 
the invention. 


(4) Cross-reference to related applications. 


(5) Statement regarding federally sponsored research or devel- 
opment. 


(6) Reference to a “Microfiche appendix.” (See § 1.96 (c)). The 
total number of microfiche and total number of frames should be 
specified. 


(7) Background of the invention. 

(8) Brief summary of the invention. 

(9) Brief description of the several views of the drawing. 
(10) Detailed description of the invention. 

(11) Claim or claims. 

(12) Abstract of the Disclosure. 

(13) Drawings. 

(14) Executed oath or declaration. 

(15) Sequence Listing (See § 1.821 et. seq.). 


(b) The elements set forth in paragraphs (a)(3) through (a)(5), 
(a)(7) through (a)(12) and (a)(15) of this section should appear in 
upper case, without underlining or bold type, as section headings. 
If no text follows the section heading, the phrase “Not Applicable” 
should follow the section heading. 


12. Section 1.78 is amended by removing paragraph (d) and 
revising paragraphs (a)(2) and (c) to read as follows: 


§ 1.78 Claiming benefit of earlier filing date and cross refer- 
ences to other applications. 
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(2) Any nonprovisional application claiming the benefit of one 
or more prior filed copending nonprovisional applications or 
international applications designating the United States of America 
must contain or be amended to contain in the first sentence of the 
specification following the title a reference to each such prior 
application, identifying it by application number (consisting of the 
series code and serial number) or international application number 
and international filing date and indicating the relationship of the 
applications. Cross-references to other related applications may be 
made when appropriate. (See § 1.14(a)). 


kek KK * 


(c) Where an application or a patent under reexamination and at 
least one other application naming different inventors are owned 
by the same party and contain conflicting claims, and there is no 
statement of record indicating that the claimed inventions were 
commonly owned or subject to an obligation of assignment to the 
same person at the time the later invention was made, the assignee 
may be called upon to state whether the claimed inventions were 
commonly owned or subject to an obligation of assignment to the 
same person at the time the later invention was made, and if not, 
indicate which named inventor is the prior inventor. 
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13. Section 1.84 is amended by revising paragraphs (c), (f)-(g), 
and (x) to read as follows: 


§ 1.84 Standards for drawings. 
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(c) Identification of drawings. Identifying indicia, if provided, 
should include the application number or the title of the invention, 
inventor's name, docket number (if any), and the name and 
telephone number of a person to call if the Office is unable to 
match the drawings to the proper application. This information 
should be placed on the back of each sheet of drawings a minimum 
distance of 1.5 cm. (5/8 inch) down from the top of the page. In 
addition, a reference to the application number, or, if an applica 
tion number has not been assigned, the inventor's name, may be 
included in the left-hand corner, provided that the reference 
appears within 1.5 cm. (9/16 inch) from the top of the sheet. 
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(f) Size of paper. All drawing sheets in an application must be 
the same size. One of the shorter sides of the sheet is regarded as 
its top. The size of the sheets on which drawings are made must be: 


(1) 21.0 cm. by 29.7 cm. (DIN size A4), or 
(2) 21.6 cm. by 27.9 cm. (8 1/2 by 11 inches). 


(g) Margins. The sheets must not contain frames around the 
sight; i.e., the usable surface, but should have scan target points, 
i.e., cross-hairs, printed on two catercorner margin corners. Each 
sheet must include a top margin of at least 2.5 cm. (1 inch), a left 
side margin of at least 2.5 cm. (1 inch), a right side margin of at 
least 1.5 cm. (9/16 inch), and a bottom margin of at least 1.0 cm. 
(3/8 inch), thereby leaving a sight no greater than 17.0 cm. by 26.2 
cm. on 21.0 cm. by 29.7 cm. (DIN size A4) drawing sheets, and a 
sight no greater than 17.6 cm. by 24.4 cm. (6 15/16 by 9 5/8 
inches) on 21.6 cm. by 27.9 cm. (8 1/2 by 11 inch) drawing sheets. 
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(x) Holes. No holes should be made by applicant in the drawing 
sheets. 


(See § 1.152 for design drawings, § 1.165 for plant drawings, 
and § 1.174 for reissue drawings.) 


14. Section 1.96 is revised to read as follows: 
§ 1.96 Submission of computer program listings. 


(a) General. Descriptions of the operation and general content 
of computer program listings should appear in the description 
portion of the specification. A computer program listing for the 
purpose of this section is defined as a printout that lists in 
appropriate sequence the instructions, routines, and other contents 
of a program for a computer. The program listing may be either in 
machine or machine-independent (cbject or source) language 
which will cause a computer to perform a desired procedure or task 
such as solve a problem, regulate the flow of work in a computer, 
or control or monitor events. Computer program listings may be 
submitted in patent applications as set forth in paragraphs (b) and 
(c) of this section. 


(b) Material which will be printed in the patent. If the computer 
program listing is contained on ten printout pages or less, it must 
be submitted either as drawings or as part of the specification. 


(1) Drawings. If the listing is submitted as drawings, it must be 
submitted in the manner and complying with the requirements for 
drawings as provided in § 1.84. At least one figure numeral is 
required on each sheet of drawing. 


(2) Specification. 
(i) If the listing is submitted as part of the specification, it must 


be submitted in accordance with the provisions of § 1.52, at the 
end of the description but before the claims. 
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(ii) Any listing submitted as part of the specification must be 
direct printouts (i.e., not copies) from the computer’s printer with 
dark solid black letters not less than 0.21 cm. high, on white, 
unshaded and unlined paper, and the sheets should be submitted in 
a protective cover. Any amendments must be made by way of 
submission of substitute sheets. 


(c) As an appendix which will not be printed. If a computer 
program listing printout is eleven or more pages long, applicants 
must submit such listing in the form of microfiche, referred to in 
the specification (see § 1.77(a)(6)). Such microfiche filed with a 
patent application is to be referred to as a “microfiche appendix.” 
The “microfiche appendix” will not be part of the printed patent. 
Reference in the application to the “microfiche appendix” must be 
made at the beginning of the specification at the location indicated 
in § 1.77(a)(6). Any amendments thereto must be made by way of 
revised microfiche. 


(1) Availability of appendix. Such computer program listings on 
microfiche will be available to the public for inspection, and 
microfiche copies thereof will be available for purchase with the 
file wrapper and contents, after a patent based on such application 
is granted or the application is otherwise made publicly available. 


(2) Submission requirements. Except as modified or clarified in 
this paragraph (c)(2), computer-generated information submitted 
as a “microfiche appendix” to an application shall be in accordance 
with the standards set forth in 36 CFR Part 1230 (Micrographics). 


(i) Film submitted shall be a first generation (camera film) 
negative appearing microfiche (with emulsion on the back side of 
the film when viewed with the images right-reading). 


(ii) Reduction ratio of microfiche submitted should be 24:1 or a 
similar ratio where variation from said ratio is required in order to 
fit the documents into the image area of the microfiche format 
used. 


(iii) At least the left-most third (SO mm. x 12 mm.) of the header 
or title area of each microfiche submitted shall be clear or positive 
appearing so that the Patent and Trademark Office can apply an 
application number and filing date thereto in an eye-readable form. 
The middle portion of the header shall be used by applicant to 
apply an eye-readable application identification such as the title 
and/or the first inventor’s name. The attorney’s docket number 
may be included. The final right-hand portion of the microfiche 
shall contain sequence information for the microfiche, such as | of 
4. 2 of 4, etc. 


(iv) Additional requirements which apply specifically to micro- 
fiche of filmed paper copy: 


(A) The first frame of each microfiche submitted shall contain a 
test target. 


(B) The second frame of each microfiche submitted must 
contain a fully descriptive title and the inventor’s name as filed. 


(C) The pages or lines appearing on the microfiche frames 
should be consecutively numbered. 


(D) Pagination of the microfiche frames shall be from left to 
right and from top to bottom. 


(E) At a reduction of 24:1, resolution of the original microfilm 
shall be at least 120 lines per mm. (5.0 target). 


(F) An index, when included, should appear in the last frame 
(lower right-hand corner when data is right-reading) of each 
microfiche. 


(v) Microfiche generated by Computer Output Microfilm. 


(A) The first frame of each microfiche submitted should contain 
a resolution test frame. 


(B) The second frame of each microfiche submitted must 
contain a fully descriptive title and the inventor’s name as filed. 
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(C) The pages or lines appearing on the microfiche frames 
should be consecutively numbered. 


(D) It is preferred that pagination of the microfiche frames be 
from left to right and top to bottom but the alternative, i.e., from 
top to bottom and from left to right, is also acceptable. 


(E) An index, when included, should appear on the last frame 
(lower right-hand corner when data is right-reading) of each 
microfiche. 


15. Section 1.97 is amended by revising paragraphs (a) through 
(d) to read as follows: 


§ 1.97 Filing of information disclosure statement. 


(a) In order for an applicant for a patent or for a reissue of a 
patent to have an information disclosure statement in compliance 
with § 1.98 considered by the Office during the pendency of the 
application, it must satisfy paragraph (b), (c), or (d) of this section. 


(b) An information disclosure statement shall be considered by 
the Office if filed by the applicant: 


(1) Within three months of the filing date of a national 
application; 


(2) Within three months of the date of entry of the national stage 
as set forth in § 1.491 in an international application; or 


(3) Before the mailing date of a first Office action on the merits, 
whichever event occurs last. 


(c) An information disclosure statement shall be considered by 
the Office if filed by the applicant after the period specified in 
paragraph (b) of this section, provided that the statement is 
accompanied by either a certification as specified in paragraph (e) 
of this section or the fee set forth in § 1.17(p), and is filed before 
the mailing date of either: 


(1) A final action under § 1.113; or 
(2) A notice of allowance under § 1.311, whichever occurs first. 


(d) An information disclosure statement shall be considered by 
the Office if filed by the applicant after the period specified in 
paragraph (c) of this section, provided that the statement is filed on 
or before payment of the issue fee and is accompanied by: 


(1) A certification as specified in paragraph (e) of this section; 


(2) A petition requesting consideration of the information 
disclosure statement; and 


(3) The petition fee set forth in § 1.17(i). 


28362 


16. Section 1.107 is amended by revising paragraph (a) to read 
as follows: 


§ 1.107 Citation of references. 


(a) If domestic patents are cited by the examiner, their numbers 
and dates, and the names of the patentees must be stated. If foreign 
published applications or patents are cited, their nationality or 
country, numbers and dates, and the names of the patentees must 
be stated, and such other data must be furnished as may be 
necessary to enable the applicant, or in the case of a reexamination 
proceeding, the patent owner, to identify the published applica- 
tions or patents cited. In citing foreign published applications or 
patents, in case only a part of the document is involved, the 
particular pages and sheets containing the parts relied upon must 
be identified. If printed publications are cited, the author (if any), 
title, date, pages or plates, and place of publication, or place where 
a copy can be found, shall be given. 


xk KK * 
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17. Section 1.110 is revised to read as follows: 


§ 1.110 Inventorship and date of invention of the subject 
matter of individual claims. 


When more than one inventor is named in an application or 
patent, the Patent and Trademark Office, when necessary for 
purposes of an Office proceeding, may require an applicant, 
patentee, or owner to identify the inventive entity of the subject 
matter of each claim in the application or patent. Where appropri- 
ate, the invention dates of the subject matter of each claim and the 
ownership of the subject matter on the date of invention may be 
required of the applicant, patentee or owner. See also § 1.78(c) and 
§ 1.130. 


18. A new § 1.130 is added after the undesignated center 
heading “Affidavits Overcoming Rejections” to read as follows: 


§ 1.130 Affidavit or declaration to disqualify commonly owned 
patent as prior art. 


(a) When any claim of an application or a patent under 
reexamination is rejected under 35 U.S.C. 103 in view of a U.S. 
patent which is not prior art under 35 U.S.C. 102(b), and the 
inventions defined by the claims in the application or patent under 
reexamination and by the claims in the patent are not identical but 
are not patentably distinct, and the inventions are owned by the 
same party, the applicant or owner of the patent under reexami- 
nation may disqualify the patent as prior art. The patent can be 
disqualified as prior art by submission of: 


(1) A terminal disclaimer in accordance with § 1.321(c), and 


(2) An oath or declaration stating that the application or patent 
under reexamination and the patent are currently owned by the 
same party, and that the inventor named in the application or patent 
under reexamination is the prior inventor under 35 U.S.C. 104. 


(b) When an application or a patent under reexamination claims 
an invention which is not patentably distinct from an invention 
claimed in a commonly owned patent with the same or a different 
inventive entity, a double patenting rejection will be made in the 
application or a patent under reexamination. A judicially created 
double patenting rejection may be obviated by filing a terminal 
disclaimer in accordance with § 1.321(c). 


19. Section 1.131 is amended by revising paragraph (a) to read 
as follows: 


§ 1.131 Affidavit or declaration of prior invention to overcome 
cited patent or publication. 


(a)(1) When any claim of an application or a patent under 
reexamination is rejected under 35 U.S.C. 102(a) or (e), or 35 
U.S.C. 103 based on a U.S. patent to another or others which is 
prior art under 35 U.S.C. 102(a) or (e) and which substantially 
shows or describes but does not claim the same patentable 
invention, as defined in § 1.601(n), or on reference to a foreign 
patent or to a printed publication, the inventor of the subject matter 
of the rejected claim, the owner of the patent under reexamination, 
or the party qualified under § 1.42, § 1.43, or § 1.47, may submit 
an appropriate oath or declaration to overcome the patent or 
publication. The oath or declaration must include facts showing a 
completion of the invention in this country or ina NAFTA or WTO 
member country before the filing date of the application on which 
the U.S. patent issued, or before the date of the foreign patent, or 
before the date of the printed publication. When an appropriate 
oath or declaration is made, the patent or publication cited shall not 
bar the grant of a patent to the inventor or the confirmation of the 
patentability of the claims of the patent, unless the date of such 
patent or printed publication is more than one year prior to the date 
on which the inventor’s or patent owner's application was filed in 
this country. 


(2) A date of completion of the invention may not be established 
under this section before December 8, 1993, in a NAFTA country, 
or before January 1, 1996, in a WTO member country other than 
a NAFTA country. 
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20. Section 1.132 is revised to read as follows: 


§ 1.132 Affidavits or deciarations traversing grounds of rejec- 
tion. 


When any claim of an application or a patent under reexami- 
nation is rejected on reference to a U.S. patent which substantially 
shows or describes but does not claim the same patentabie 
invention, as defined in § 1.601(n), on reference to a foreign 
patent, on reference to a printed publication, or on reference to 
facts within the personal knowledge of an employee of the Office, 
or when rejected upon a mode or capability of operation attributed 
to a reference, or because the alleged invention is held to be 
inoperative, lacking in utility, frivolous, or injurious to public 
health or morals, affidavits or declarations traversing these refer- 
ences or objections may be received. 

21. Section 1.154 is revised to read as follows: 

§ 1.154 Arrangement of specification. 


(a) The elements of the design application, if applicable, should 
appear in the following order: 


(1) Design Application Transmittal Form. 
(2) Fee Transmittal Form. 


(3) Preamble, stating name of the applicant and title of the 
design. 


(4) Cross-reference to related applications 


(5) Statement regarding federally sponsored research or 
development. 


(6) Description of the figure or figures of the drawing. 
(7) Feature Description. 

(8) A single claim. 

(9) Drawings or photographs. 

(10) Executed oath or declaration (See § 1.153(b)). 


(b) [Reserved] 


22. Section 1.163 is amended by adding new paragraphs (c) and 
(d) to read as follows: 


§ 1.163 Specification. 


x**exe ee * 


(c) The elements of the plant application, if applicable, should 
appear in the following order: 


(1) Plant Application Transmittal Form. 
(2) Fee Transmittal Form. 

(3) Title of the invention. 

(4) Cross-reterence to related applications. 


(5) Statement regarding federally sponsored research or 
development. 


(6) Background of the invention. 
(7) Brief summary of the invention. 
(8) Brief description of the drawing. 


(9) Detailed Botanical Description. 
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(10) A single claim. 

(11) Abstract of the Disclosure. 
(12) Drawings (in duplicate). 

(13) Executed oath or declaration. 
(14) Plant color coding sheet. 


(d) A plant color coding sheet as used in this section means a 
sheet that specifies a color coding system as designated in a color 
dictionary, and lists every plant structure to which color is a 
distinguishing feature and the corresponding color code which best 
represents that plant structure. 


23. Section 1.291 is amended by revising paragraphs (a) and (b) 
to read as follows: 


§ 1.291 Protests by the public against pending applications. 


(a) Protests by a member of the public against pending appli- 
cations will be referred to the examiner having charge of the 
subject matter involved. A protest specifically identifying the 
application to which the protest is directed will be entered in the 
application file if: 


(1) The protest is submitted prior to the mailing of a notice of 
allowance under § 1.311; and 


(2) The protest is either served upon the applicant in accordance 
with § 1.248, or filed with the Office in duplicate in the event 
service is not possible. 


(b) Protests raising fraud or other inequitable conduct issues will 
be entered in the application file, generally without comment on 
those issues. Protests which do not adequately identify a pending 
patent application will be returned to the protestor and will not be 
further considered by the Office. A protest submitted in accordance 
with the second sentence of paragraph (a) of this section will be 
considered by the Office if the application is still pending when the 
protest and application file are brought before the examiner and it 
includes: 


(1) A listing of the patents, publications, or other information 
relied upon; 


(2) A concise explanation of the relevance of each listed item; 


(3) A copy of each listed patent or publication or other item of 
information in written form or at least the pertinent portions 
thereof; and 


(4) An English language translation of all the necessary and 
pertinent parts of any non-English language patent, publication, or 
other item of information in written form relied upon. 


24. Section 1.292 is amended by revising paragraphs (a) and (b) 
to read as follows: 


§ 1.292 Public use proceedings. 


(a) When a petition for the institution of public use proceedings, 
supported by affidavits or declarations is found, on reference to the 
examiner, to make a prima facie showing that the invention 
claimed in an application believed to be on file had been in public 
use or on sale more than one year before the filing of the 
application, a hearing may be had before the Commissioner to 
determine whether a public use proceeding should be instituted. If 
instituted, the Commissioner may designate an appropriate official 
to conduct the public use proceeding, including the setting of times 
for taking testimony, which shall be taken as provided by § 1.671 
through § 1.685. The petitioner will be heard in the proceedings 
but after decision therein will not be heard further in the prosecu- 
uion of the application for patent. 
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(b) The petition and accompanying papers, or a notice that such 
a petition has been filed, shall be entered in the application file if: 


(1) The petition is accompanied by the fee set forth in § 1.17(j); 
(2) The petition is served on the applicant in accordance with § 
1.248, or filed with the Office in duplicate in the event service is 


not possible; and 


(3) The petition is submitted prior to the mailing of a notice of 
allowance under § 1.311. 


25. Section 1.315 is revised to read as follows: 
§ 1.315 Delivery of patent. 


The patent will be delivered or mailed upon issuance to the 
correspondence address of record. See § 1.33(a). 


26. Section 1.321 is amended by revising paragraph (c) to read 
as follows: 


§ 1.321 Statutory disclaimers, including terminal disclaimers. 


(c) A terminal disclaimer, when filed to obviate a judicially 
created double patenting rejection in a patent application or in a 
reexamination proceeding, must: 


(1) Comply with the provisions of paragraphs (b)(2) through 
(b)(4) of this section; 


(2) Be signed in accordance with paragraph (b)(1) of this section 
if filed in a patent application or in accordance with paragraph 
(a)(1) of this section if filed in a reexamination proceeding: and 


(3) Include a provision that any patent granted on that applica- 
tion or any patent subject to the reexamination proceeding shall be 
enforceable only for and during such period that said patent is 
commonly owned with the application or patent which formed the 
basis for the rejection. 


27. Section 1.497 is revised to read as follows: 
§ 1.497 Oath or declaration under 35 U.S.C. 371(c)(4). 


(a) When an applicant of an international application desires to 
enter the national stage under 35 U.S.C. 371 pursuant to § 1.494 or 
§ 1.495, he or she must file an oath or declaration that: 


(1) Is executed in accordance with either § 1.66 or § 1.68: 
(2) Identifies the specification to which it is directed; 


(3) Identifies each inventor and the country of citizenship of 
each inventor; and 


(4) States that the person making the oath or declaration 
believes the named inventor or inventors to be the original and first 
inventor or inventors of the subject matter which is claimed and 
for which a patent is sought. 


(b) (1) The oath or declaration must be made by all of the actual 
inventors except as provided for in § 1.42, § 1.43 or § 1.47. 


(2) If the person making the oath or declaration is not the 
inventor, the oath or declaration shall state the relationship of the 
person to the inventor, the facts required by § 1.42, § 1.43 or § 
1.47, and, upon information and belief, the facts which the 
inventor would have been required to state. 


(c) If the oath or declaration meets the requirements of para- 
graphs (a) and (b) of this section, the oath or declaration will be 
accepted as complying with 35 U.S.C. 371(c)(4) and § 1.494(c) or 
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§ 1.495(c). However, if the oath or declaration does not also meet 
the requirements of § 1.63, a supplemental oath or declaration in 
compliance with § 1.63 will be required in accordance with § 1.67. 
August 13, 1996 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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(155) Availability of Interference Files and 
~~" Interference Related Application and Patent Files 

This notice describes simplified procedures for inspecting 
and/or obtaining copies of interference files and related application 
and patent files. Prior to April, 1995, pending and terminated 
interference files and other files involved in pending interferences 
could be inspected and released for copying at the self-service 
copy center located at the Board of Patent Appeals and Interfer- 
ences. Because of (1) repeated and substantial file integrity 
problems with released files and (2) the growing space needs of the 
Board, this facility was discontinued. Copies of files could only be 
obtained through Certification Division. In order to improve the 
availability of these files this procedure has been modified. The 
new procedures are described below. 


Terminated interferences 


Subject to statutory and regulatory limitations on availability 
(35 U.S.C. § 122; 37 C.FR. §§ 1.11 and 1.14) terminated 
interference files and application and patent files involved in 
terminated interferences may be inspected at and copies obtained 
through the Files Information Unit. ((703) 308-2733.) 


Pending interferences 


As a general matter, pending applications and interference files 
are not available to the public. 35 U.S.C. § 122; 37 C.FR. §§ 
1.11(e) and 1.14. The parties to an interference or their represen- 
tatives (e.g., those having a duly executed power to inspect) may 
inspect pending interference files and involved application and 
patented files, by appointment, at the Board of Patent Appeals and 
Interferences. Appointments should be made with the Clerk of the 
Board at (703) 308-9797. The parties to a pending interference or 
their representatives may obtain copies of pending interference 
files and involved files by placing an order through Certification 
Division ((703) 308-9726 in the Washington, D.C., Metro Area or 
(800) 972-6382 outside Washington, D.C.). 


BRUCE H. STONER, JR. 
Acting Chief Administrative 
Patent Judge 
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Publication of Opinions and Orders 
Entered by the Board of 
Patent Appeals and Interferences 


The vast majority of opinions and orders entered by the Board 
of Patent Appeals and Interferences in both ex parte and interfer- 
ence cases are non-precedential. The opinions and orders ordi- 
narily contain at the top of the first page the following notice: 


THIS OPINION WAS NOT WRITTEN 
FOR PUBLICATION 


The opinion in support of the decision being entered today (1) 
was not written for publication in a law journal and (2) is not 
binding precedent of the Board. 


The Board of Patent Appeals and Interferences has received 
numerous requests that more of its opinions and orders be 
published. Although the board itself can, and does, decide that 


OFFICIAL GAZETTE 


Fesruary 20, 2001 


certain of its opinions and orders should be published, the 
provisions of 35 U.S.C. § 122 generally preclude, without prior 
permission of a patent applicant, publication of opinions and 
orders not otherwise available to the public. 

Nothing in the notice normally appearing on opinions and 
orders entered by the board and nothing in the provisions of 35 
U.S.C. § 122, precludes any applicant or patentee who has 
received an opinion or order entered in either an ex parte or 
interference case from publishing that opinion or order. Opinions 
may be published by forwarding the opinion directly to a pub- 
lisher, such as The Bureau of National Affairs, LEXIS, and West 
Publishing Co. Alternatively, any applicant or patentee may 
authorize the Patent and Trademark Office to publish an opinion or 
order on the Web Page of the Patent and Trademark Office. Those 
wishing to authorize publication on the Web Page should commu 
nicate that wish to the Chief Administrative Patent Judge via letter 
addressed as follows: 


Chief Administrative Patent Judge 
U.S. Patent and Trademark Office 
Washington, D.C. 20231 


Any non-precedential opinion or order which is published in a 
law publication or otherwise or which appears on the PTO Web 
Page may be cited to the board, but will not be considered binding 
precedent. A copy of the opinion or order should accompany the 
paper in which it is cited if the applicant or patentee citing the 
opinion or order wishes that it be considered 
November 6, 1998 BRUCE H. STONER, JR 
Chief Administrative Patent Judge 
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(157) Interference Practice - New Procedures 
for Handling Interference Cases at the 


Board of Patent Appeals and Interference 


A Trial Section has been established within the Interference 
Division of the Board of Patent Appeals and Interferences. Three 
administrative patent judges, an interference administrator, a 
paralegal and a legal technician have been assigned to the Trial 
Section. Two additional interference administrators will be as- 
signed to the Trial Section in the near future. 

The purpose of the Trial Section is to handle what has been 
previously known as the interlocutory phase of interferences, 
including declaration of the interference and setting times for 
taking action during the preliminary motion, testimony and brief- 
ings phases of the interference. 


The personnel currently assigned to the Trial Section are 


Fred E. McKelvey 
Senior Administrative Patent Judge 


Richard E. Schafer 
Adininistrative Patent Judge 


Jameson Lee 
Administrative Patent Judge 


Merrell C. Cashion, Jr. 
Interference Administrator 


Yolunda Townes 
Paralegal 


Sonja Despertt 
Legal Technician 


Questions regarding procedure to be used by the Trial Section 
may be made by telephone call placed to the paralegal or legal 
technician at 703-308-9797. 

The Trial Section will normally assign times for taking action 
during the preliminary motion, testimony and briefing phases of 
interferences such that the interference will be ready for final 
hearing in eighteen (18) months. A final hearing will be set before 
a merits panel of judges designated by the Chief Judge. 
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Certain procedures will be adopted by the Trial Section with the 
view to making administration of interferences more efficient. 
Those procedures will be set out in a NOTICE DECLARING 
INTERFERENCE and orders relating to the setting of times for 
taking action during the preliminary motion and testimony/briefing 
phases of an interference. 

A copy of the current version of the NOTICE DECLARING 
INTEFERENCE or the orders to be used in setting times for taking 
action during the preliminary motion and/or testimony/briefing 
phases of an interference may be obtained from the Trial Section 
by letter addressed as follows: 

BOX INTERFERENCE 


Trial Section 
Washington, D.C. 2023! 


or by e-mail addressed as follows: 


yolunda.townes @uspto.gov 
or 
sonja.despertt @ uspto. gov 
November 6, 1998 BRUCE H. STONER, JR. 
Chief Administrative Patent Judge 


{1217 OG 18] 





Interference Practice - Interference Rules 
Which Require a Party to 
“Show the Patentability” of a Claim 


(158) 


Certain preliminary motions require a party in an interference to 
“show the patentability” of claims. For example, a preliminary 
motion under 37 CFR § 1.633(c)(2) to amend or add a claim to an 
application involved in an interference, requires the moving party 
to: 


Show the patentability to the applicant of each claim proposed 
to be amended or added and apply the terms of the claim proposed 
to be amended or added to the disclosure of the application***. 


37 CFR § 1,637(c)(2)(iii). Similar requirements appear in 


(1) 37 CFR 1,637(c)(1)Gi) [preliminary motion to add or 
substitute a count]; 


(2) 37 CFR § 1,637(c)(1)(iii) [preliminary motion to add or 
substitute a count]; 


(3) 37 CFR § 1.637(c)\(5)(ii) [preliminary motion to have an 
opponent add a claim to its application]; 


(4) 37 CFR § 1.637(d)(3) [preliminary motion to substitute a 
party’s different application}: 


(5) 37 CFR § 1.637(e)(1)(iv) [preliminary motion to declare an 
additional interference]; 


(6) 37 CFR § 1.637(e)(1)(v) [preliminary motion to declare an 
additional interference]; 


(7) 37 CFR § 1,637(e)(2)(iii) [preliminary motion to declare an 
additional interference]; 


(8) 37 CFR § 1.637(e)(2)(iv) [preliminary motion to declare an 
additional interference]; and 


(9) 37 CFR § 1.637(h)(3) [preliminary motion to add reissue 
application to interference]. 


The requirement of the rules that a party “show the patentabil- 
ity” of a claim may have led to some confusion as to precisely 
what is required to comply with the rules. This notice provides 
guidance with respect to the requirement to “show the patentabil- 
ity.” 

The requirement that a party “show the patentability” of a claim 
should not be construed as requiring a party to prove a negative, 
i.e., that there is no prior art which would anticipate the claim 
under 35 U.S.C. § 102 or render the claim unpatentable under 35 
U.S.C. § 103. In this respect, the burden of establishing that a 
claim is not patentable generally falls on the party or individual 
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alleging unpatentability. See, e.g., 35 U.S.C. § 102 which provides 
that an applicant is “entitled to a patent unless ***. ” See also, 
Horton v. Stevens, 7 USPQ2d 1245, 1246-47 (Bd. Pat. App. & Int. 
1988). Consistent with 37 CFR § 1,601, which provides that the 
rules should be construed to secure the just. speedy and inexpen- 
sive determination of interferences, the rules requiring a party to 
“show the patentability” of a claim normally should be interpreted 
aS requiring that a party establish that the subject matter of the 
claim is described in the specification in the manner required by 
the first paragraph of 35 U.S.C.§ 112. See also 37 CFR § 
1.75(d)(1). The requirement can most effectively be met by 
reproducing the claim, and following each element recited in the 
claim, and within braces and in bold, inserting a specific reference 
to the column and line and/or drawing figure and numeral where 
the element is described in the specification. 


An exception would be a situation where a party files a 
preliminary motion under 37 CFR § 1.633(i) in response to an 
opponent’s preliminary motion under 37 CFR § 1.633(a) for 
judgment. Since the party knows the basis for the opponent's 
preliminary motion for judgment, the party should also “show the 
patentability” of the claims proposed to be added by the prelimi- 
nary motion under 37 CFR § 1.633(i) vis-a-vis the opponent's 
basis in the preliminary motion under 37 CFR § 1. 633(a). 
Compare 37 CFR §§ 1.111(c) and 1.119. 


The precise basis upon which a party is required to “show the 
patentability” necessarily will vary on a case-by-case basis. 


November 6, 1998 BRUCE H. STONER, JR. 


Chief Administrative Patent Judge 
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(159) Admissibility of Electronic Records 
in Interferences 

Pursuant to 37 CFR § 1.671, electronic records are admissible as 
evidence in interferences before the Board of Patent Appeals and 
Interferences to the same extent that electronic records are 
admissible under the Federal Rules of Evidence. The weight to be 
given any particular record necessarily must be determined on a 
case-by-case basis. 
January 12, 1998 BRUCE H. STONER, Jr. 
Chief Administrative Patent Judge 
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(160) DEPARTMENT OF COMMERCE 

United States Patent and Trademark Office 

Notice of Meeting of the National Intellectual Property 
Law Enforcement Coordination Council 


AGENCY: United States Patent and Trademark Office, Commerce 
Department. 


ACTION: Notice of meeting. 


SUMMARY: The National Intellectual Property Law Enforce- 
ment Coordination Council (Council) will be holding a public 
meeting. Interested members of the public are invited to attend the 
meeting. 


DATES: The public meeting will be held on Monday, November 
27, 2000, beginning at noon and ending no later than 2 P.M. Those 
wishing to attend the meeting must pre-register by close of 
business on Friday, November 16, 2000. 


ADDRESSES: The November 27, 2000, meeting will be held in 
the Main Auditorium at the U.S. Department of Commerce, 
Herbert C. Hoover Building, 14th Street and Constitution Avenue, 
NW., Washington, DC. Those interested in attending should 
pre-register by submitting their name and telephone contact 
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number either by electronic mail through the Internet to 
elizabeth.shaw2 @uspto.gov or by facsimile sent to the attention of 
Elizabeth Shaw at 703-305-7575. 


Transcripts of the meeting will be available after January 5, 
2001, and will be maintained for public inspection in the Executive 
Library of the USPTO, Crystal Park Two, Room 900A, 2121 
Crystal Drive, Arlington, Virginia. 


FOR FURTHER INFORMATION CONTACT: Elizabeth Shaw 
by telephone at 703- 305-1033; by facsimile at 703-305-7575; by 
electronic mail at elizabeth.shaw2@uspto.gov; or by mail ad- 
dressed to Under Secretary of Commerce for Intellectual Property 
and Director of the United States Patent and Trademark Office, 
Box 4, United States Patent and Trademark Office, Washington, 
DC 20231. 


SUPPLEMENTARY INFORMATION: On Monday, June 5, 
2000, the Council published a Notice of Request for Public 
Comments (65 FR 35611 (2000)) regarding issues related to the 
Council’s policies and agenda. The November 27, 2000, meeting 
will introduce the Council to the public and give those who 
submitted comments (respondent industry speakers) regarding the 
issues identified in the notice an opportunity to elaborate on their 
responses. 


I. Issues To Be Discussed 


Respondent industry speakers have been invited to address the 
Council regarding law enforcement and policy issues related to the 
Council’s mission and how the Council and the intellectual 
property industries can work together to improve intellectual 
property law enforcement in the U.S. and abroad. 


The Government speakers will discuss the Council's activities 


and the individual agencies’ current and future intellectual prop- 
erty law enforcement-related activities. 


II. Meeting Format 


The Council will provide a brief overview of its activities and 
introduce its Members and other affiliated agencies. Each agency 
will then have an opportunity to make a brief presentation on its 
law enforcement-related efforts. Respondent industry speakers will 
be given up to fifteen (15) minutes to present their remarks. The 
exact duration of each presentation will depend upon the final 
number of speakers. A question and answer session will follow the 
final industry presentation. The public is invited to be present for 
the entire program; however, only Council Members and respon- 
dent industry speakers may participate orally in the program. 
Industry speakers may provide a written copy of their testimony 
for inclusion in the record of the proceedings. These remarks 
should be provided in electronic format no later than November 
27, 2000. A schedule providing the approximate starting time for 
each Government and industry speaker will be distributed the 
morning of the day of the hearing. Speakers are advised that the 
schedule for testimony will be subject to change during the course 
of the hearing. Information that is provided pursuant to this notice 
will be made part of a public record and may be available via the 
Internet. In view of this, parties should not submit information that 
they do not wish to be publicly disclosed or made electronically 
accessible. Parties who would like to rely on confidential infor- 
mation to illustrate a point are requested to summarize or other- 
wise submit the information in a way that will permit its public 
disclosure. 
October 5, 2000 Q. TODD DICKINSON 

Under Secretary of Commerce for 

Intellectual Property and Director of the 

United States Patent and Trademark Office 
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(161) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 910514-1195] 
[RIN: 0651-AA49] 


Patent Interference Proceedings 
Agency: Patent and Trademark Office, Commerce. 
Action: Final Rule 


Summary: The Patent and Trademark Office (PTO) is amending its 
rules of practice in patent interference cases. The U.S. District 
Court for the District of Columbia recently decided Kochler v. 
Mustonen, Civil Action No. 90-1074 (D.D.C. Apr. 23, 1991). The 
District Court held that PTO practice regarding taking of testimony 
abroad was not clear. PTO rules require that a testimony period be 
set. The rules also require that testimony be taken during the 
testimony period. Rule 684 authorizes testimony to be taken 
abroad. However, rule 684 requires that a motion be filed for leave 
to take testimony abroad and that the motion be filed before the 
close of a party’s testimony period. The District Court suggested 
that a motion to take testimony abroad, filed in PTO on the last day 
of the testimony period, could be considered timely even though 
taking of the testimony might occur after the testimony period. By 
this amendment, PTO will continue to authorize the filing of a 
motion to take testimony abroad. However, a party will have to file 
the motion within a time such that the testimony can be taken 
during the testimony period set under PTO rule 651. 


Effective Date: Sept. 27, 1991 


For Further Information Contact: Fred E. McKelvey by telephone 
at (703) 557-4035 or by mail marked to his attention and addressed 
to Box 8, Commissioner of Patents and Trademarks, Washington, 
DC 20231. 


Supplementary Information: The PTO conducts interference pro- 
ceedings to determine who as between two or more applicants for 
patent or one or more applicants and one or more patentees is the 
first inventor of a patentable invention. As part of its proofs in an 
interference, a party may request leave to take testimony abroad. 
37 CFR § 1.684 (1990). 


The U.S. District Court for the District of Columbia recently 
decided Kochler V. Mustonen, Civil Action No. 90-1074 (D.D.C 
Apr. 23, 1991). The District Court held that PTO practice 
regarding taking of testimony abroad was not clear. PTO rule 651 
(37 CFR § 1.651 (1990)) requires that a testimony period be set. 
Rule 651 also requires that testimony be taken during the testi- 
mony period. Rule 684 (37 CFR § 1.684 (1990)) authorizes 
testimony to be taken abroad. However, rule 684 requires that a 
motion be filed for leave to take testimony abroad and that the 
motion be filed before the close of a party’s testimony period. The 
District Court suggested that a motion to take testimony abroad, 
filed in PTO on the last day of the testimony period, could be 
considered timely even though taking of the testimony might occur 
after the testimony period. 


In a notice of proposed rule making published in the FEDERAL 
REGISTER on June 12, 1991 56 FR 26949, paragraphs (a) and (d) 
of rule 651 and rule 684 were proposed to be revised to require a 
party to file the motion to take testimony abroad within a time such 
that the testimony could be taken during the testimony period set 
under PTO rule 651. 


One written comment was submitted by a Chief Executive 
Officer who stated his support of the proposed amendment. An 
attorney commented that the proposed amendment of § 1.684 
appeared to foreclose the taking of testimony beyond any original 
time set under § 1.651. The attorney suggested language be added 
to paragraph (c) stating the alternative that testimony abroad must 
be completed within the time set under § 1.651 or by the 
Examiner-in-Chief. This suggestion has been adopted. 


Other Considerations: The rule changes are in conformity with the 
requirements of the Regulatory Flexibility Act (5 U.S.C. 601 et. 
seq.), Executive Orders 12291 and 12612 and the Paperwork 
Reduction Act of 1980, 44 U.S.C. 3501 et. seq. 
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The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that these rule changes will not have a significant 
adverse economic impact on a substantial number of small entities 
(Regulatory Flexibility Act, 5 U.S.C. 605(b)). The principal! impact 
of these changes is to clarify the need for taking testimony abroad 
during the testimony period. The rule changes include no addi- 
tional or increased fees. Substantive rights are not adversely 
affected. 


The Office has determined that these rule changes are not a 
major rule under Executive Order 12291. The annual effect on the 
economy will be less than $100 million. Because most of the 
changes do not change burdens, there will be no major increase in 
costs or prices for consumers; individual industries; Federal, state 
or local government agencies; or geographic regions. There will be 
no significant adverse effects on competition, employment, invest- 
ment, productivity or innovation, or on the ability of United 
States-based enterprises to compete with foreign-based enterprises 
in domestic or export markets 


The rule change wil! not impose any additional burden under the 
paperwork Reduction Act of 1980, 44 U.S.C. 350let seq. 


The Office has also determined that this rule change has no 
Federalism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Courts, Inventions and 
patents. 


For the reasons set forth in the preamble and pursuant to the 
authority granted to the Commissioner of Patents and Trademarks 
by 35 U.S.C. 6 and 135, the PTO is amending 37 CFR part | as 
follows: 


Part 1 --Rules of Practice in Patent Cases 


1. The authority citation for 37 CFR part 1, Suspart E, continues 
to read as follows: 


Authority: 35. U.S.C. 6, 23, 41 and 135. 
2. Section 1.651 is revised as follows: 


1.651 Setting times for discovery and taking testimony, parties 
entitled to take testimony. 


(a) At an appropriate stage in an interference, an examiner-in- 
chief shall set (1) a time for filing motions (§ 1.635) for additional 
discovery under § 1.687(c} and (2) testimony periods for taking 
any necessary testimony (testimony includes testimony to be taken 
abroad under § 1.684). 


(b) Where appropriate, testimony periods will be set to permit a 
party to: 


(1) Present its case-in-chief and/or case-in-rebuttal and/or 


(2) Cross-examine an opponent’s case-in-chief and/or a case- 
in-rebuttal. 


(c) A party is not entitled to take testimony to present a 
case-in-chief unless: 


(1) The examiner-in-chief orders the taking of testimony under§ 
1.639(c); 


(2) The party alleges in its preliminary statement a date of 
invention prior to the earlier of the filing date or effective filing 
date of the senior party; 


(3) A testimony period has been set to permit an opponent to 
prove a date of the invention prior to the earlier of the filing date 
or effective filing date of the party and the party has filed a 
preliminary statement alleging a date of invention prior to the date; 
or 


(4) A motion (§ 1.635) is filed showing good cause why a 
testimony period should be set. 
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(d) Testimony, including any testimony to be taken abroad 
under§ 1.684, shall be taken and completed during the testimony 
periods set under paragraph (a) of this section. A party seeking to 
extend the period for taking testimony must comply with § 1.635 
and § 1.645(a). 


3. Section 1.684 is revised as follows: 
§ 1.684 Testimony in a foreign country. 


(a) An examiner-in-chief may authorize testimony of a witness 
to be taken in a foreign country. A party seeking to take testimony 
in a foreign country shall, promptly after the testimony period is 
set, file a motion (§ 1.635): 


(1) Naming the witness 


(2) Describing the particuiar facts to which it is expected that 
the witness will testify. 


(3) Stating the grounds on which the moving party believes that 
the witness will testify. 


(4) Demonstrating that the expected testimony is relevant. 


(5) Demonstrating that the testimony cannot be taken in this 
country at all or cannot be taken in this country without hardship 
to the moving party greatly exceeding the hardship to which all 
opposing parties will be exposed by the taking of the testimony in 
a foreign country. 


(6) Accompanied by an affidavit stating that the motion is made 
in good faith and not for the purpose of delay or harassing any 
party. 


(7) Accompanied by written interrogatories to be asked of the 
witness. 


(b) Any opposition under § 1.638(a) shall state any objection to 
the written interrogatories and shall include any cross-interroga- 
tories to be asked of the witness. A reply under § 1.638(b) may be 
filed and shall be limited to stating any objection to any cross- 
interrogatories proposed in the opposition. 


(c) If the motion is granted, taking of the testimony abroad must 
be completed within the testimony period set under § 1.651 or 
within such time as may be set by the Examiner-in-Chief. The 
moving party shall be responsible for obtaining answers to the 
interrogatories and cross-interrogatories before an officer qualified 
to administer oaths in the foreign country under the laws of the 
United States or the foreign country. The officer shall prepare a 
transcript of the interrogatories, cross-interrogatories, and re- 
corded answers to the interrogatories and cross-interrogatories and 
shall transmit the transcript to BOX INTERFERENCE, Commis- 
sioner of Patents and Trademarks, Washington, DC 20231, with a 
certificate signed and sealed by the officer and showing: 


(1) The witness was duly sworn by the officer before answering 
the interrogatories and cross-interrogatories. 


(2) The recorded answers are a true record of the answers given 
by the witness to the interrogatories and cross-interrogatories. 


(3) The name of the person by whom the answers were recorded 
and, if not recorded by the officer, whether the answers were 
recorded in the presence of the officer. 


(4) The presence or absence of any party. 

(5) The place, day, and hour that the answers were recorded 

(6) A copy of the recorded answers was read by or to the witness 
before the witness signed the recorded answers and that the 
witness signed the recorded answers in the presence of the officer. 


The officer shall state the circumstances under which a witness 
refuses to read or sign recorded answers. 


(7) The officer is not disqualified under § 1.674. 


(d) If the parties agree in writing, the testimony may be taken 
before the officer on oral deposition. 

(e) A party taking testimony in a foreign country shall have the 
burden of proving that false swearing in the giving of testimony is 
punishable as perjury under the laws of the foreign country. Unless 
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false swearing in the giving of testimony before the officer shall be 
punishable as perjury under the laws of the foreign country where 
testimony is taken, the testimony shall be entitled to the same 
weight as testimony taken in the United States. The weight of the 
testimony shall be determined in each case. 


HARRY F. MANBECK, JR. 
Assistant Secretary and Commissioner 
of Patents and Trademarks 


[1136 OG 40] 





Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 921118-3184] 
RIN: 0651-AA63 


(162) 


Patent Interference Practice Burden of Proof 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule 

Summary: The Patent and Trademark Office (PTO) is amending its 
rules of practice in patent interference cases. The amended rules 
specify that a party filing a motion has the burden of proof for that 
motion. The amended rules also more clearly state the nature of 
expert-witness and fact-witness evidence that must accompany a 
preliminary motion. Moreover, a definition of “interlocutory or- 
der,” as contrasted with a final decision, is added to clarify the 
meaning of “interlocutory order.” 

Effective Date: Oct. 25, 1993. These rules will apply to all papers 
filed with the PTO on or after the effective date. 

For Further Information Contact: Fred E. McKelvey by telephone 
at (703) 305-9035 or by mail marked to his attention and addressed 
to Box 8, Commissioner of Patents and Trademarks, Washington 
D.C. 20231. 

Supplementary Information: A Notice of Proposed Rulemaking 
was published in the Federal Register (58 FR 528) on Jan. 6, 1993, 
and in the Official Gazette of the PTO (1147 Off. Gaz. 11) on Feb. 
2, 1993. Comments were due Mar. 8, 1993. Four comments were 
received. 


The PTO proposed moving the presumption of correctness of an 
interlocutory order, which is presently in 37 CFR 1.655S(a), to a 
proposed new subsection 1.601(q). The PTO also proposed to 
make explicit in 37 CFR § 1.637(a) that a party filing a motion has 
the burden of proving why it is entitled to the relief sought in the 
motion. 


The PTO proposed to amend 37 CFR § 1.639 to incorporate 
guidance provided in Hanagan v. Kimura, 16 USPQ2d 1791, 1794 
(Comm’r Pat. 1990). Subsection (c) of § 1.639 was proposed to be 
amended to refer to “additional evidence in the form of testimony” 
so as to distinguish the evidence needed under subsection (c) from 
evidence submitted under subsections (a) and (b). Subsection (d) 
to 37 CFR § 1.639 was proposed to be added to specify that the 
nature of evidence that must be submitted when an opinion of an 
expert is needed. Subsection (e) was proposed to be added to 
specify the nature of evidence that must be submitted when a 
statement of a fact witness is to be relied upon. Subsection (f) was 
proposed to be added to specify the nature of a showing that 
should be made when a statement of an opponent is needed or 
evidence in possession of an opponent is needed. Subsection (g) 
was proposed to be added to specify the nature of evidence that 
must be supplied if inter partes tests are to be conducted. 


Present 37 CFR 1.655(a) was proposed to be amended by 
deleting the last sentence, which would be moved to and be 
included in the proposed definition of interlocutory order in 
proposed subsection 1.601(g). 


The PTO received one comment that endorsed the proposed 
rulemaking, but was otherwise directed to an earlier rulemaking. 


The PTO received two comments regarding proposed subsec- 
tion 1.601(q). One comment suggested that procedural rules 
should not be placed in a definition. The comment suggested that 
the last two sentences of proposed subsection 1.601(q), which deal 
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with the presumed correctness of interlocutory orders, be in a new 
subsection of section 1.655. This suggestion is adopted in part. The 
last two sentences of subsection 1.601(q) will be moved to the end 
of subsection 1.655(a). 


A second comment challenged the sufficiency of the notice in 
the proposed rulemaking. The comment noted that the word 
“manifest” was omitted from the portion of existing subsection 
1.655(a) that was moved to new subsection 1.601(q) and that the 
word “manifestly” was omitted from the remainder of subsection 
1.655(a). The comment argued that the Notice of Proposed 
Rulemaking did not provide sufficient notice of these omissions, 
which the comment characterized as substantive changes, and thus 
violates the requirements of 5 U.S.C. § 553. This comment is not 
adopted. 


The Notice of Proposed Rulemaking gave specific notice of the 
actual terms of the proposed rule. Cf. § 553(b) (requiring “[g]en- 
eral notice” of “either the terms or substance of the proposed rule 
or a description of the subjects and issues involved.) In any case, 
no change actually occurs because the omitted words, “manifest” 
and “manifestly”, in 37 CFR § 1.655(a) are unnecessary. No board 
decision is known to have relied on the distinction between 
“error”, “clear error’, and “manifest error”. In appellate courts, 
manifest error is an extremely deferential standard of review that 
is closely tied to the abuse-of-discretion standard. See e.g., 
Datascope Corp. v. SMEC, Inc., 879 F.2d 820, 827-28, 11 USPQ2d 
1321, 1326 (Fed. Cir. 1989) (finding no manifest error). Board 
review of an examiner-in-chief’s interlocutory orders is not an 
independent review of a final decision by a lower tribunal. The 
board is the only entity that may decide interferences, 35 U.S.C. § 
135(a), and the examiner-in-chief, who is a member of the board, 
35 U.S.C. § 7(a), is almost always a member of the panel that 
ultimately decides the interference. Thus, an extremely deferential 
standard of appeal in this context is inappropriate. 


The PTO received one comment regarding proposed subsection 
1.637(a). The comment noted that subsection 1.637(a) had been 
misprinted so that the text “a statement of the precise relief 
requested, (2)” had been omitted following the “(1)”. The com- 
ment is correct, the omission was a misprint, and the omitted text 
has been restored. 


The PTO received one comment regarding 37 CFR § 1.639(b). 
The comment suggested that all proofs introduced under subsec- 
tion 1.639(b) remain in the record after the decision on the 
preliminary motions unless the proofs are expressly withdrawn. 
The opposing party could treat such proofs as subsection 1.672(b) 
declarations and request an opportunity to cross examine the 
declarants. The suggestion is not adopted because it is beyond the 
scope of the present rulemaking. 


The PTO received one comment regarding subsection 1.639(c). 
The comment assumed that the word “needed” had been inten- 
tionally deleted from the end of the first sentence of subsection 
1.639(c), but noted that the deletion was not mentioned in the 
summary. The assumption is correct. This deletion is grammati- 
cally required after the addition of the text amending subsection 
1.639%(c). 


The PTO received two comments regarding codification of the 
Hanagan guidelines in subsections 1.639(d)-(g). One comment 
endorsed codification of the Hanagan guidelines, but suggested 
that the codification be reformulated to increase flexibility. In 
particular, the comment pointed to the unusual case described in 
the Notice of Proposed Rulemaking where an opponent to a 
preliminary motion was overwhelmed with evidence. The com- 
ment suggested that the mandatory requirements of subsection 
1.639, as amended, be revised to state that the information required 
under the Hanagan guidelines “should ordinarily” be provided. 
The comment is not adopted. 


When necessary, a party opposing a preliminary motion should 
request an extension of time to submit the information described in 
subsections 1.639(d) through (g), which do not require the 
submission of the actual testimony or evidence. In contrast, in the 
example discussed in the Notice of Proposed Rulemaking, the 
examiner-in-chief deferred consideration of the preliminary mo- 
tion until the final hearing to allow the opponent time to prepare a 
full opposition, which included the actual evidence the opponent 
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relied upon to support the opposition. As the Notice of Proposed 
Rulemaking pointed out, examiners-in-chief have, and should 
exercise, discretion to extend time or otherwise remedy problems 
that may arise when applying the requirements of section 1.639 in 
specific cases. 


A second comment suggested that the requirements of subsec- 
tions 1.639(d) and (e) duplicate the declarations submitted under 
37 CFR § 1.672(b). The comment recommends that the rules be 
revised to require a subsection |.672(b) declaration be submitted 
once, during the motions period, in support of an opposition to a 
preliminary motion. The recommendation is not adopted. 


Subsection 1.672(b) is directed to the technical requirements for 
submitting affidavits or depositions for testimony that will not be 
compelled. Subsection 1.639(c), which invokes the requirements 
of subsections 1.639(d) and (e), requires a description of the 
proposed testimony, not an affidavit or deposition of the testimony 
itself. A request under subsection 1.639(c) must describe the nature 
of the testimony being sought so the examiner-in-chief can 
determine whether the testimony is actually needed. Hanagan, 16 
USPQ2d at 1794. Subsection 1.639(c) is intended to address the 
situation where evidence in the form of testimony is not available 
to the party asserting a need for the evidence. The Hanagan 
guidelines require such a party to justify the delay and inconve- 
nience that may result by explaining what the party expects the 
testimony to prove. To this end, subsection 1.639(c) is revised to 
clarify that it only applies to testimony that is unavailable to the 
party seeking the testimony. 


OTHER CONSIDERATION 


The rule changes are in conformity with the requirements of the 
Regulatory Flexibility Act (5 U.S.C.601 et seq.), Executive Orders 
12291 and 12612, and the Paperwork Reduction Act of 1980, 44 
U.S.C. 3501 et. seq. 


The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that these rule changes will not have a significant 
economic impact on a substantial number of small entities (Regu- 
latory Flexibility Act, 5 U.S.C. 605(b)). The principle impact of 
these changes would be to clarify procedure in patent interferences 
and thereby eliminate ambiguity that may exist in current rules. 


The Office has determined that these rule changes are not a 
major rule under Executive Order 12291. The annual effect on the 
economy will be less than $100 million. There will be no major 
increase in costs or prices for consumers; individuals; industries: 
Federal, state or local government agencies; or geographic regions. 
There will be no significant effects on competition, employment, 
investment, productivity, innovation, or on the ability of the United 
States-based enterprises to compete with foreign-based enterprises 
in domestic or export markets. 


The Office has also determined that this notice has no Federal- 
ism implications affecting the relationship between the National 
Government and the States as outlined in Executive Order 12612. 


These rule changes will not impose a burden under the Paper- 
work Reduction Act of 1980, 44 U.S.C. 3501 et seq., since no 
recordkeeping or reporting requirements within the coverage of 
the Act are placed upon the public. 

List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Courts, Inventions and 
patents. 


PART | - RULES OF PRACTICE IN PATENT CASES 
1. The authority citation for 37 CFR Part | would continue to 
read as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.60i is amended by adding paragraph (q) to read as 
follows: 


§ 1.601 Scope of rules, definitions. 
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(q) A final decision is a decision awarding judgement as to all 
counts. An interlocutory order is any other action taken by an 
examiner-in-chief or a panel of the Board in an interference, 
including the notice declaring an interference. 


3. Section 1.637 is amended by revising paragraph (a) to read as 
follows: 


§$1.637 Content of motions. 


(a) A party filing a motion has the burden of proof to show that 
it is entitled to the relief sought in the motion. Every motion shall 
include (1) a statement of the precise relief requested, (2) a 
statement of the material facts in support of the motion, and (3) a 
full statement of the reasons why the relief requested should be 
granted. 


** eK 


4. Section 1.639 is amended by revising paragraph (c) and by 
adding paragraphs (d) through (g) as follows: 


§$1.639 Evidence in support of motion, opposition, or reply. 


x KKK 


(c) If a party believes that additional evidence in the form of 
testimony that is unavailable to the party is necessary to support or 
oppose a preliminary motion under § 1.633 or a motion to correct 
inventorship under § 1.634, the party shall describe the nature of 
any proposed testimony as specified in paragraphs (d) through (g) 
of this section. If the examiner-in-chief finds that testimony is 
needed to decide the motion, the examiner-in-chief finds that 
testimony is needed to decide the motion, the examiner-in-chief 
may grant appropriate interlocutory relief and enter an order 
authorizing the taking of testimony and deferring a decision on the 
motion to final hearing. 


(d) When additional evidence in the form of expert-witness 
testimony is needed in support of or opposition to a preliminary 
motion, the moving party or opponent should: 


(1) identify the person whom it expects to call as an expert: 


(2) state the field in which the person is alleged to be an 
expert; and 


(3) state: 


(i) the subject matter on which the person is expected to 
testify; 


(ii) the facts and opinions to which the person is expected 
to testify: and 


(iii) a summary of the grounds and basis for each opinion. 


(e) When additional evidence in the form of fact-witness 
testimony is necessary, state the facts to which the witness is 
expected to testify. 


(f) If the opponent is to be called, or if evidence in the 
possession of the opponent is necessary, explain the evidence 
sought, what it will show, and why it is needed. 


(g) When inter partes tests are to be performed, describe the 
tests stating what they will be expected to show. 


5. Section 1.655 is amended by revising paragraph (a) to read as 
follows: 


§ 1.655 Matters considered in rendering a final decision. 


(a) In rendering a final decision, the Board may consider any 
properly raised issue including (1) priority of invention, (2) 
derivation by an opponent from a party who filed a preliminary 
statement under § 1.625, (3) patentability of the invention, (4) 
admissibility of evidence, (5) any interlocutory matter deferred to 
final hearing, and (6) any other matter necessary to resolve the 
interference. The Board may also consider whether any interlocu- 
tory order was erroneous or an abuse of discretion. All interlocu- 
tory orders shall be presumed to have been correct and the burden 
of showing error or an abuse of discretion shall be on the party 
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attacking the order. When two or more interlocutory orders involve 
the same issue, the last entered order shall be presumed to have 
been correct. 


Sept. 16, 1993 BRUCE A. LEHMAN 


Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1155 OG 65] 
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Belated Preliminary Motions 


In some interference proceedings, evidence which would pro- 
vide a basis for a preliminary motion under 37 CFR 1.633 does not 
come to light until after a decision on preliminary motions has 
been entered. For example, a party may conclude, after hearing the 
opponent's testimony, that the opponent's application or patent 
does not comply with the “best mode” requirement of 35 USC § 
112, first paragraph; or a prior art reference may be found which 
the party could not previously have located. The purpose of this 
notice is to clarify the policy of the Board of Patent Appeals and 
Interferences as to what steps the party must take if it wishes to 
have an issue based on such evidence considered by the Board. 


If the time for filing preliminary motions has expired, and then 
evidence comes to light which in the opinion of a party would 
provide basis for a preliminary motion under 37 CFR 1.633, that 
party may not simply raise the matter in its brief at final hearing for 
the Board’s consideration. Rather, it is the policy of the Board that 
it will not consider the matter unless the party files promptly after 
the evidence becomes available: 


(1) the appropriate preliminary motion under 37 CFR 1.633; and 


(2) a motion under 37 CFR 1.635 showing sufficient cause why 
the preliminary motion was not timely filed, as required by 37 CFR 
1.645(b). This motion must include the certificate required by 37 
CFR 1.637(b). 


If either party believes that additional evidence or discovery 
concerning the matter raised by the motion(s) is necessary, 
motions (1) and (2) should also be accompanied by or responded 
to by such other motions as may be appropriate, as for example, 
motions under 37 CFR 1.651(b) (4) or 1.687(c). 

Oct. 6, 1992 SAUL IL. SEROTA 
Chairman, Board of Patent 
Appeals and Interferences 
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Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 50103-7058] 


Arbitration of Patent Interference Cases 
Agency: Patent and Trademark Office, Commerce. 
Action: Final rule. 
Summary: The Patent and Trademark Office is amending its rules 
to implement the arbitration provisions of section 105 of the Patent 
Law Amendments Act of 1984, Pub. L. 98-622. 
Effective Date: May 27, 1987. 
For Further Information Contact: tan A. Calvert or Michael 
Sofocleous by telephone at (703) 557-4000 or by mail marked to 


the attention of either and addressed to Box Interference, Com- 
missioner of Patents and Trademarks, Washington, D.C. 20231. 
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Supplementary Information: Section 105 of the Patent Law 
Amendments Act of 1984, enacted Nov. 8, 1984, provides for the 
arbitration of patent interference cases. Section 105, codified as 35 
U.S.C. 135(d), provides: 


Parties to a patent interference, within such time as may be 
specified by the Commissioner by regulation, may determine such 
contest or any aspect thereof by arbitration. Such arbitration shall 
be governed by the provisions of title 9 to the extent such title is 
not inconsistent with this section. The parties shall give notice of 
any arbitration award to the Commissioner, and such award shall, 
as between the parties to the arbitration, be dispositive of the issues 
to which it relates. The arbitration award shall be unenforceable 
until such notice is given. Nothing in this subsection shall preclude 
the Commissioner from determining patentability of the invention 
involved in the interference. 


The Patent and Trademark Office (PTO) conducts interference 
proceedings to determine any question of patentability and priority 
of invention between two or more parties claiming the same 
patentable invention. An interference may be declared between 
two or more pending applications naming different inventors 
when, in the opinion of an examiner, the applications contain 
claims for the same patentable invention. An interference may be 
declared between one or more pending applications and one or 
more unexpired patents naming different inventors when, in the 
opinion of an examiner, any application and any unexpired patent 
contain claims for the same patentable invention. Patent interfer- 
ence cases can be quite expensive. Arbitration may prove useful to 
minimize expenses in interference cases. The arbitration rule 
applies to all pending interferences. 


The PTO published an advance notice of rulemaking in the 
Federal Register of Jan. 16, 1985 (50 FR 2294-2296). The notice 
was also published in the Official Gazette on Feb. 12, 1985 (1051 
O.G. 9-10). The notice also appeared in the Bureau of National 
Affairs’ Patent, Trademark and Copyright Journal, Vol. 29, p. 310 
(Jan. 24, 1985), hereinafter “BNA.” Five written comments were 
received in response to the advance notice. 


A notice of proposed rulemaking was published in the Federal 
Register on Sept. 15, 1986 (51 FR 32756-32762), in the Official 
Gazette on Oct. 21, 1986 (1071 O.G. 25-31), and in BNA’s Patent, 
Trademark and Copyright Journal, Vol. 32, pp. 552-558 (Sept. 18, 
1986). In response to the notice, three comments, two in writing 
and one by telephone, were received. These comments are 
discussed herein. 


All written comments are available for public inspection in Rm. 
10C01, Crystal Gateway 2, 1225 Jefferson Davis Hwy., Arlington, 
Va. 


Discussion of the Rule 


Under § 1.690 the arbitrator can determine issues of patentabil- 
ity as between the parties but a determination by him or her that the 
subject matter is patentable would not be binding upon the PTO. If 
the arbitrator's award holds that a party’s claims corresponding to 
the count are unpatentable over prior art or under 35 U.S.C. 112, 
that determination would be binding on that party vis-a-vis the 
party’s opponent and would result in a judgment adverse to that 
party. The judgment, however, would not discharge the duty that 
each party has under 37 CFR 1.56 to bring to the attention of the 
examiner in charge of its respective application any prior art and/or 
reason relied upon by the arbitrator in the determination of 
unpatentability. 


It is the longstanding practice of the PTO to favor the settlement 
of interferences and the PTO looks with favor on all proper efforts 
in that direction as being conducive to the termination of the 
proceeding. See 4 Revise and Caesar, Interference Law and 
Practice, section 861, p. 2956 (Michie Co. 1948) and the Com- 
missioner’s Notice of Nov. 9, 1976, titled, “Extensions of Time 
and Filing of Papers in Interferences,” 953 Official Gazette 2 (Dec. 
7, 1976). In this regard, the notice states that: 

* * * stipulation or motions for extensions of time under 37 CFR 
1.245 will not henceforth be approved or granted, respectively, 
unless accompanied by a detailed showing of facts sufficient to 
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establish that the action for which the extension is sought could not 
have been or cannot be taken or completed during the time 
previously set therefor, and that the entire extension appears 
necessary for the taking or completion of that action. Since the 
Office favors the amicable settlement of interferences, the forego- 
ing requirement will be liberally applied in the case of a first 
request for extension of time for the purpose of negotiating 
settlement. 


Consequently, the examiner-in-chief may give favorable con- 
sideration to a motion for an extension of time for purposes of 
settlement; however, a further motion for an extension for that 
purpose would not be granted unless it is accompanied by a 
schedule of specific dates showing that the parties will make a 
good faith effort to promptly terminate the proceeding. If prelimi- 
nary motions under 37 CFR 1.633 have not been filed, the 
examiner-in-chief would not normally extend the time for their 
filing merely for purposes of settlement. In these circumstances, 
the examiner-in-chief would require that the preliminary motions 
be filed or that their filing be waived. 


If the proceeding is in the testimony stage, the examiner-in-chief 
could grant the parties’ motion to extend all the unexpired 
testimony times to close concurrently on the date the record is due 
provided they file a stipulation that any evidence to be submitted 
will be in one of the forms specified in 37 CFR 1.672(e) and (f), 
i.e., affidavit testimony or a stipulation either as to what a 
particular witness would testify to if called or the facts in the case 
of any party. 


Analogously, the aforesaid practice would apply to arbitration. 
Section 1.690 requires that parties who intend to arbitrate an 
interference notify the examiner-in-chief in writing of their inten- 
tion to arbitrate and file a copy of the arbitration agreement within 
20 days of its execution. Pursuant to 35 U.S.C. 135(c) an 
agreement to arbitrate is considered to be one “made in connection 
with and in contemplation of the termination of the interference”. 
The agreement must be in writing a copy filed in the PTO within 
20 days after its execution. The notification of intention to arbitrate 
must be made in a separate paper. Merely incorporating the 
notification in the agreement is not sufficient to comply with § 
1.690(a). The parties also will be required to adhere to a time 
schedule approved by the examiner-in-chief such that the interfer- 
ence proceeding can be expeditiously resolved so as to prevent the 
unnecessary postponement of the beginning of the running of the 
term of any patent resulting from an application involved in the 
interference. Pritchard v. Loughlin, 361 F.2d 483, 149 USPQ 841 
(CCPA 1966). 


If the parties desire to arbitrate an interference prior to the close 
of the motion period, the examiner-in-chief will not normally grant 
an extension of time for the purpose. The parties will be required 
to file their preliminary motions under 37 CFR 1.633. After the 
motions are filed, the examiner-in-chief could grant an extension 
only upon compliance with 37 CFR 1.645 which requires a 
showing of “good cause.” Such a “good cause” showing would 
normally include a schedule, agreed to by the parties, setting forth, 
inter alia, the dates for (1) executing the arbitration agreement, (2) 
determining priority and (3) terminating the interference. 


Section 1.690(a) requires that an arbitration agreement include 
the following: 


(1) The name of the arbitrator or a date certain (not more than 
30 days after the execution of the agreement) for his or her 
selection. 


(2) The issues to be decided by the arbitrator. 


(3) A provisions that the arbitrator's award is binding on the 
parties and that the Board can enter a judgment based thereon. 


Section 1.690(c) requires that a copy of the arbitration award be 
filed within 20 days from the date of the award or by a date set by 
the examiner-in-chief. 


If the proceeding is in the testimony stage and the parties desire 
to arbitrate, the examiner-in-chief could grant a reasonable exten- 
sion for that purpose. A motion for a further extension for that 
purpose would not be granted unless it were accompanied by a 
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schedule, agreed to by the parties, setting forth, inter alia, the dates 
for (1) executing the arbitration agreement, (2) determining 
priority, and (3) terminating the interference. If the parties are to 
submit the required schedule, a motion for a further extension 
could be granted. If the parties file a copy of the arbitration 
agreement and they agree that any evidence submitted in the 
proceeding will be in one of the forms specified by 37 CFR 
1.672(e) or (f), the examiner-in-chief could give favorable consid- 
eration to the parties’ motion that all the unexpired times be 
extended to close concurrently on the date the record is due. By 
that date, the parties would be required to file the arbitrator's 
award and their records, if necessary for the resolution of any issue 
not decided by the arbitrator. If the award is not dispositive of all 
the issues in the interference, the examiner-in-chief would set brief 
times so that parties could explain their evidence relating to any 
issues which the arbitrator did not, or was unable to decide. For 
example, the award might be dispositive of the issue of priority 
between the parties and leave for the Board’s determination the 
question of substituting a new count raised in a preliminary motion 
under 37 CFR 1.633. 


The arbitration award, filed by the parties, would be in the 
nature of a final decision and should include the following: 


(1) The style (e.g., Jones v. Smith), the number of the interfer- 
ence and the names of the real parties in interest. 


(2) The subject matter in issue, i.e., the counts and a table of 
counts, if necessary, indicating the relationship of the parties’ 
claims corresponding to each count and those claims not corre- 
sponding thereto. 


(3) The issues for decision before the arbitrator. 


(4) The arbitrator’s decision. The decision may also include a 
statement of the grounds and reasoning in support thereof. 


(5) A summary, if appropriate, indicating, inter alia, that 
judgment should be awarded to one of the parties. 


Any party to the arbitration can attack the award only in the 
manner provided by 9 U.S.C. 10 and 11. 


9 U.S.C. 10 reads as follows: 


In either of the following cases the United States court in and for 
the district wherein the award was made may make an order 
vacating the award upon the application of any party to the 
arbitration-- 


(a) Where the award was procured by corruption, fraud, or 
undue means. 


(b) Where there was evident partiality or corruption in the 
arbitrators, or either of them. 


(c) Where the arbitrators were guilty of misconduct in refusing 
to postpone the hearing, upon sufficient cause shown, or in 
refusing to hear evidence pertinent and material to the controversy; 
or of any other misbehavior by which the rights of any part have 
been prejudiced. 


(d) Where the arbitrators exceeded their powers, or so imper- 
fectly execute them that a mutual, final, and definite award upon 
the subject matter submitted was not made. 


(e) Where an award is vacated and the time within which the 
agreement required the award to be made has not expired the court 
may, in its discretion, direct a rehearing by the arbitrators. 


9 U.S.C. 11 reads as follows: 


In either of the following cases, the United States court in and 
for the district wherein the award was made may make an order 
modifying or correcting the award upon the application of any 
party to the arbitration-- 


(a) Where there was an evident material miscalculation of 
figures or an evident material mistake in the description of any 
person, thing, or property referred to in the award. 


(b) Where the arbitrators have awarded upon a matter not 
submitted to them, unless it is a matter not affecting the merits of 
the decision upon the matter submitted. 
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(c) Where the award is imperfect in matter of form not affecting 
the merits of the controversy. 


The order may modify and correct the award, so as to effect the 
intent thereof and promote justice between the parties. 


See, for example, Fairchild and Co., Inc. v. Richmond, F. and P. 
R. Co., 516 F.Supp. 1305 (D.D.C. 1981). If such an attack were to 
be made by one of the parties while the interference is pending 
before the Board, the Board wouid not stay the interference. 
Rather, the Board would issue its judgment in accordance with the 
award. So long as the award is in compliance with § 1.690, it 
would carry the presumption that the arbitrator acted correctly in 
making his decision and accordingly, the party designated by the 
award as the prevailing party would be entitled prima facie to a 
judgment in its favor. If the dissatisfied party brings an action in an 
appropriate United States district court and if the court vacates, 
modifies or corrects the award, the Board would take action 
consistent with the court’s findings. No action would lie in the 
PTO to vacate or correct an arbitration award, unless all parties 
agreed in writing. 


The following examples illustrate the practice of the PTO 
concerning arbitration. 


Example | 
Arbitration Practice-Preliminary Stage 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 for 
filing preliminary motions under 37 CFR 1.633 and preliminary 
statements. The parties decide to arbitrate the interference in 
accordance with § 1.690 and file a motion for an extension of time 
so that they can “freely” arbitrate the interference, but do not file 
a waiver of their right to file motions. 


The examiner-in-chief would deny the motion because the 
parties’ intention to arbitrate, in and of itself, does not constitute a 
showing of “good cause” within the meaning of 37 CFR 1.645(a). 
Even if the parties file an agreement to arbitrate, the PTO would 
not grant any extension of time to permit the parties to “freely” 
arbitrate an interference prior to the expiration of the time for filing 
preliminary motions. 


Example 2 
Arbitration Practice-Testimony Stage 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 for 
filing preliminary motions under 37 CFR 1.633. The parties file 
preliminary motions; the examiner-in-chief renders a decision 
thereon and sets the testimony times. The parties file a notice of 
intent to arbitrate the interference under § 1.690(a) and a motion 
for a one month extension of the testimony times. The examiner- 
in-chief could grant the motion, but would indicate that if the 
parties file another motion for an extension for that purpose, the 
motion must be accompanied by a schedule, agreed to by the 
parties, setting forth the dates for (1) executing the arbitration 
agreement, (2) determining priority and (3) terminating the inter- 
ference. 


The parties file a motion for an additional one month extension 
of time to permit the parties to arbitrate the interference. Accom- 
panying the motion is a proposed schedule of times and a copy of 
the arbitration agreement which provides, inter alia, (i) the name of 
the arbitrator or a date certain for his selection, (ii) that the 
arbitrator’s award will be binding on the parties, (iii) the issues to 
be decided by the arbitrator and (iv) that the award will be filed by 
the date the record is due. The parties also indicate that the 
evidence to be filed in the proceeding will be in one of the forms 
specified by 37 CFR 1.672(e) or (f). The examiner-in-chief could 
grant the motion and indicate that he will give favorable consid- 
eration to a motion to extend all the unexpired times to close 
concurrently on the date the record is due should the parties 
request such. 
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On the date for filing the record, the parties file the arbitrator’s 
award and their evidentiary records, if necessary. The award states 
(i) the style and number of the interference and the real parties in 
interest, (ii) the subject matter in issue and the parties’ claims 
which correspond thereto and which do not correspond thereto, 
(iii) the issues for decision before the arbitrator, (iv) the arbitrator’ s 
decision (which may include a statement of the grounds and 
reasoning in support thereof) and (v) that judgment should be 
awarded to one of the parties. The examiner-in-chief examines the 
award to ensure that it complies with§ 1.690 and is dispositive of 
the issues in the interference which can be decided by the 
arbitrator. If the award is otherwise acceptable, the Board would 
issue a judgment based on the award. If the award is not 
dispositive of all the issues in the interference, the examiner-in- 
chief would determine how the interference will proceed. 


Example 3 


Arbitration Practice-Award Decides Interference-in-Fact Issue and 
Junior Party Takes No Testimony 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 for 
filing preliminary motions under 37 CFR 1.633 and preliminary 
statements. The junior party files a motion for judgment under 37 
CFR 1.633(b) on the ground that there is no interference-in-fact 
between his claims corresponding to the count and his opponent's 
claims corresponding thereto. The examiner-in-chief denies the 
motion, examines the preliminary statements and sets the testi- 
mony times. 


During the testimony period, the parties decide to arbitrate the 
interference, notify the examiner-in-chief of their intent to arbitrate 
and file an arbitration agreement which is approved by the 
examiner-in-chief. On the date for filing the record, the junior 
party files the award together with a motion requesting that the 
interference be terminated in view of the award. He does not file 
a record. In his award the arbitrator holds that no interference-in- 
fact exists between the parties’ claims corresponding to the count. 


The motion would be denied because the award decides a matter 
of patentability which would not result in a judgment adverse to 
one of the parties. Consequently, the junior party would be placed 
under an order to show cause why judgment under 37 CFR 1.652 
should not be entered against him for his failure to file an 
evidentiary record by the time set therefore. In response to the 
order, the junior party requests final hearing to review the 
examiner-in-chief’s denial of the motion for judgment and a 
testimony period to show no interference-in-fact. The examiner- 
in-chief would grant the junior party’s request to the extent that 
final hearing is set and would deny the request for testimony 
because the junior party already had the opportunity to take 
testimony on the matter. 


Example 4 


Arbitration Practice--Cannot Decide Patentability 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 for 
filing preliminary motions under 37 CFR 1.633 and preliminary 
statements. The junior party files a motion for judgment under 37 
CFR 1.633(a) on the ground that the claims corresponding to the 
count are unpatentable over prior art. In his decision on motions, 
the examiner-in-chief grants the motion and places both parties 
under an order pursuant to 37 CFR 1.640(d)(1) to show cause why 
judgment should not be entered against them as to the count. In 
response to the order, the senior party files a paper in accordance 
with 37 CFR 1.640(e) purportedly showing good cause why 
judgment should not be entered in accordance with the order and 
a motion requesting permission to arbitrate the patentability issue. 
The examiner-in-chief would deny the motion. The arbitrator is 
without authority to establish vis-a-vis the public that the subject 
matter of the court is patentable. Thus, the arbitration will serve no 
useful purpose. The Board would consider the senior party’s paper 
and enter an appropriate order. 
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Example 5 
Arbitration Practice--Award After Decision on Motions 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 for 
filing preliminary motions under 37 CFR 1.633 and preliminary 
statements. The junior party files a motion for judgment under 37 
CFR 1.633(a) on the ground that the claims corresponding to 
counts | and 2 are unpatentable over prior art. In his decision on 
motions, the examiner-in-chief grants the motion with respect to 
count |, denies the motion with respect to count 2 and places both 
parties under an order pursuant to 37 CFR 1.640(d)(1) to show 
cause why judgment should not be entered against them as to 
count |. The senior party files a paper in accordance with 37 CFR 
1.640(e); the junior party, a response thereto. The Board considers 
the paper and the response thereto and based on the record enters 
judgment adverse to both parties as to count |. Thereafter, the 
examiner-in-chief examines the preliminary statements and sets 
dates for taking testimony and filing the record. 


During the testimony period, the parties decide to arbitrate the 
interference, notify the examiner-in-chief of their intent to arbitrate 
and file an arbitration agreement which is approved by the 
examiner-in-chief. In his award, the arbitrator decides that judg- 
ment should be awarded to the junior party. On the date for filing 
the record, both parties file the award together with a motion 
requesting that the interference be terminated in view of the award 
No record is filed. 


The motion would be granted and accordingly it would be held 
that the senior party is not entitled to a patent containing his claims 
corresponding to count 2. 


Example 6 
Arbitration Practice--Award Decides Patentability 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 for 
filing preliminary motions under 37 CFR 1.633 and preliminary 
statements. No motions for judgment under 37 CFR 1.633 are filed 
and after the examination of the preliminary statements, the 
examiner-in-chief sets the testimony times. 


During the testimony period, the parties decide to arbitrate the 
interference, notify the examiner-in-chief of their intent to arbitrate 
and file an arbitration agreement which is approved by the 
examiner-in-chief. In his award, the arbitrator finds (1) that the 
evidence is insufficient to establish a prior public use bar under 35 
U.S.C. 102(b) against the junior party, (2) that the claims of the 
junior party corresponding to the count are patentable under 35 
U.S.C. 103 over the prior art cited by the senior party to the junior 
party, and (3) that judgment on priority should be awarded to 
junior party. On the date for filing together with a motion 
requesting that the interference be terminated in view of the award. 


The motion would be granted and accordingly it would be held 
that the senior party is not entitled to a patent containing his claims 
corresponding to the count. After the termination of the proceed- 
ing, each party has the duty under 37 CFR 1.56 to bring before the 
primary examiner the evidence concerning the purported public 
use bar and the prior art cited by the senior party and/or considered 
by the arbitrator. 


Example 7 


Arbitration Practice--Award Grants Priority to Junior Party Con- 
tingent Upon Granting of Preliminary Motion Under 1.633(C) 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 for 
filing preliminary motions under 37 CFR 1.633 and preliminary 
statements. The junior party files a motion under 37 CFR 
1.633(c)(1) to substitute another count. The examiner-in-chief 
denies the motion, examines the preliminary statements and sets 
the testimony times. 
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During the testimony period, the parties decide to arbitrate the 
interference, notify the examiner-in-chief of their intention to 
arbitrate and enter into an arbitration agreement which is approved 
by the examincr-in-chief. The agreement provides that any evi- 
dence to be submitted by the parties will be in the form of a 
stipulation under 37 CFR 1.672(e) and (f). The parties file a motion 
requesting that all the unexpired testimony times be extended to 
close concurrently on the date the record is due. The motion would 
be granted. 


On the date for filing the record, the junior party files his record 
and the award. The award states, inter alia, that if the Board at final 
hearing should grant the junior party’s motion under 37 CFR 
1.633(c)(1) to substitute a new count, judgment should be awarded 
to the junior party based on the evidence. Otherwise, the award 
states that judgment should be awarded to the senior party. 


The examiner-in-chief sets the brief times and after the filing 
thereof the interference would be set for final hearing so that the 
Board can review the examinter-in-chief’s denial of the junior 
party’s motion under 37 CFR 1.633(c) and issue an appropriate 
judgment based on the award. 


Example 8 
Arbitration Practice--Award Attacked 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 for 
filing preliminary motions under 37 CFR 1.633 and preliminary 
statements. No preliminary motions are filed. The examiner-in- 
chief examines the preliminary statements and sets the testimony 
times. 


During the testimony period, the parties decide to arbitrate the 
interference, notify the examiner-in-chief of their intention to 
arbitrate and file an arbitration agreement which is approved by the 
examiner-in-chief. 


On the date for filing the record, both parties file their records. 
The junior party files the award which states that judgment should 
be awarded to him and a motion for judgment based on that award. 
The senior party files an opposition to the motion for judgment on 
the grounds (i) that the award contains errors of law, (ii) that the 
award was procured by “corruption, fraud or undue means” in 
violation of 9 U.S.C. 10(a), and (iii) that the arbitrator exhibited 
“evident partiality” in violation of 9 U.S.C. 10(b) and was “guilty 
of misconduct * * * in refusing to hear evidence pertinent and 
material” to the interference, citing 9 U.S.C. 10(c). 


The Board would grant the judgment based on the award, 
holding that the senior party is not entitled to a patent containing 
his claims corresponding to the count. So long as the award is in 
compliance with the provisions of § 1.690, it would carry a 
presumption that the arbitrator acted properly in all respects. 
Consequently, before the PTO the award is binding upon the 
parties and the junior party is prima facie entitled to a judgment in 
its favor. Thus, no action lies in the PTO as regards the matter 
raised by the senior party. The senior party’s action lies in an 
appropriate United States district court and the PTO would take 
any action consistent with the court’s decision. 


Example 9 


Arbitration Practice--Award Cannot Modify Board’s Final Deci- 
sion 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 for 
filing preliminary motions under 37 CFR 1.633 and preliminary 
statements. No motions are filed. The examiner-in-chief examines 
the preliminary statements and sets the testimony times. 


During the testimony period, the parties decide to arbitrate the 
interference and enter into an arbitration agreement. Neither party 
notifies the examiner-in-chief of their intent to arbitrate nor do they 
file a copy of the agreement in the interference. Both parties timely 
file their records and briefs. Both waive oral argument. The Board 
enters a final decision after consideration of the evidence in favor 
of the senior party. 
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The junior party requests reconsideration of the Board’s final 
decision, submits a copy of the arbitration award and moves that 
the Board set aside its final decision and enter judgment in his 
favor based on the award. In support of its request, the junior party 
cites 9 U.S.C. 9, which provides that “any party to the arbitration 
may apply to the court so specified for an order confirming the 
award” and 35 U.S.C. 135(d) which provides that title 9 applies to 
interference arbitrations. 


The Board would deny the motion to set aside. The parties did 
not comply with § 1.690(a), i.e., notify the examiner-in-chief in 
writing of their intention to arbitrate and file a copy of the 
arbitration agreement within twenty (20) days of its execution. The 
denial of the motion is an appropriate sanction under 37 CFR 
1.616. Such action by the Board is considered consistent with 
long-standing interference practice. Cf. Humphrey v. Fickert, 1904 
Dec. Comm’r. Pat. 447 (Comm’r. 1904) wherein the Board, after 
it had considered the evidence, refused to set aside its award of 
priority to Fickert and act upon the Fickert’s concession of priority 
in favor of Humphrey, the losing party. 


Example 10 


Arbitration Award Filed With Record--No Notice to Examiner-In- 
Chief 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 for 
filing preliminary motions under 37 CFR 1.633 and preliminary 
statements. No motions are filed. The examiner-in-chief examines 
the preliminary statements and sets the testimony times. 


During the testimony period, the parties decide to arbitrate the 
interference and enter into an arbitration agreement. Neither party 
notifies the examiner-in-chief of the agreement. The junior party 
timely files its record together with a copy of the arbitration award 
and a motion for judgment based on the award 


The motion would be denied. Under the provisions of 37 CFR 
1.616, the examiner-in-chief would place both parties under an 
order to show cause why judgment should not be rendered against 
them for their failure to comply with 1.690(a), i.e., failing to notify 
him of their intent to arbitrate and file a copy of the arbitration 
agreement. 


Discussion of Comments 


One commentor suggested that the expression “An interference 
or any aspect thereof shall be arbitrated” in part (b) of proposed § 
1.690 might be construed as going beyond the terms of the statute 
by authorizing an examiner-in-chief to require the parties to 
arbitrate an interference, and proposed that the quoted language be 
changed to “An arbitration proceeding under this section shall be 
conducted.” To eliminate any possible misconstruction of the rule, 
this proposal has been adopted. 


A second commentor suggested, by telephone, that a provision 
be added to proposed § 1.690 requiring that the arbitrator be 
familiar with United States interference practice, and that United 
States law be applied by the arbitrator in making the determina- 
tion. He expressed the fear that a foreign arbitrator might reach a 
result contrary to established domestic law. 


This suggestion has not been adopted. It is incumbent upon the 
parties to select the arbitrator, and to satisfy themselves as to his or 
her qualifications. Presumably if the arbitrator's decision is con- 
trary to established law, any resulting patent would be subject to 
attack on that ground by a third party in subsequent litigation. 


Another commentor stated that, with the arbitration rule, the 
PTO was “attempting to apply a band-aid to a system which cannot 
be cured by application of a band-aid,” and that the first-to-file 
system should be adopted in place of the first-to-invent system. 
This suggestion is obviously far beyond the scope of the rule 
change under consideration. The first-to-invent system is man- 
dated by statute and could not be replaced merely by a change in 
the rules. The purpose of § 1.690 is to establish a specific 
procedure governing the optional arbitration of interferences 
provided by section 105 of Pub. L. 98-622. 
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Other Considerations 


This rule does not have a significant impact on the quality of the 
human environment or the conservation of natural resources. 


The rule is in conformity with the requirements of the Regula- 
tory Flexibility Act (Pub. L. 96-354), Executive Order 12291, and 
the Paperwork Reduction Act of 1980, 44 U.S.C. 3501 et seq. 


The General Counsel of the Department of Commerce certified 
to the Small Business Administration that the rule will not have a 
significant adverse economic impact on a substantial number of 
small entities (Regulatory Flexibility Act. Pub. L. 96-354) because 
arbitration intended to minimize expenses in interference cases. 


The Patent and Trademark Office has determined that this rule is 
not a major rule under Executive Order 12291. The annual effects 
on the economy will be less than $100 million. There will be no 
major increase in costs or prices for consumers, individual 
industries, federal, state or local government agencies, or geo- 
graphic regions. There will be no significant adverse effects on 
competition, employment, investment, productivity, innovation, or 
on the ability of United States-based enterprises to compete with 
foreign-based enterprises in domestic or export markets. 


The rule will not impose a burden under the Paperwork 
Reduction Act of 1980, 44 U.S.C. 3501 et seq., since no record 
keeping or reporting requirements within the coverage of the Act 
are placed upon the public. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Authority delegations, 
Conflicts of interest, Courts, Inventions and patents, Lawyers. 


For the reasons set out in the preamble and under the authority 
given to the Commissioner of Patents and Trademarks by 35 
U.S.C. 6 and 135, Part | of Title 37 CFR is amended as follows: 


PART 1-RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part | would continue to 
read as follows: 


Authority: 35 U.S.C. 6 unless otherwise noted. 
2. New § 1.690 is added to Subpart E to read as follows: 
§ 1.690 Arbitration of Interferences. 


(a) Parties to a patent interference may determine the interfer- 
ence or any aspect thereof by arbitration. Such arbitration shall be 
governed by the provisions of Title 9, United States Code. The 
parties must notify the Board in writing of their intention to 
arbitrate. An agreement to arbitrate must be in writing, specify the 
issues to be arbitrated, the name of the arbitrator or a date not more 
than thrity (30) days after the execution of the agreement for the 
selection of the arbitrator, and provide that the arbitrator's award 
shall be binding on the parties and that judgment thereon can be 
entered by the Board. A copy of the agreement must be filed within 
twenty (20) days after its execution. The parties shall be solely 
responsible for the selection of the arbitrator and the rules for 
conducting proceedings before the arbitrator. Issues not disposed 
of by arbitration will be resolved in accordance with the proce- 
dures established in 37 CFR, Subpart E of Part |, as determined by 
the examiner-in-chief. 


(b) An arbitration proceeding under this section shall be 
conducted within such time as may be authorized on a case-by- 
case basis by an examiner-in-chief. 


(c) An arbitration award will be given no consideration unless it 
is binding on the parties, is in writing and states in a clear and 
definite manner (1) the issue or issues arbitrated and (2) the 
disposition of each issue. The award may also include a statement 
of the grounds and reasoning in support thereof. Unless otherwise 
ordered by an examiner-in-chief, the parties shall give notice to the 
Board of ar arbitration award by filing within twenty (20) days 
from the date of the award a copy of the award signed by the 
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arbitrator or arbitrators. When an award is timely filed, the award 
shall, as to the parties to the arbitration, be dispositive of the issue 
or issues to which it relates. 


(d) An arbitration award shal! not preclude the Office from 
determining patentability of any invention involved in the inter- 
ference. 

Mar. 16, 1987 DONALD J. QUIGG 

Assistant Secretary and 
Commissioner of Patents 

and Trademarks 


[1080 OG 15] 





Patent and Trademark Office 
37 CFR Parts 1 and 10 
[Docket No. 910764-1306] 
RIN: 0651-AA27 


Duty of Disclosure 


Agency: Patent and Trademark Office, Commerce 

Action: Notice of final rulemaking. 

Summary: The Patent and Trademark Office (Office) is amending 
the rules of practice in patent cases to (1) clarify the duty of 
disclosure for information required to be submitted to the Office; 
(2) provide flexible time limits for submitting information disclo- 
sure statements including the requirement for a fee in certain 
cases; (3) eliminate consideration of duty of disclosure issues by 
the Office except in disciplinary and interference proceedings, and 
under other limited circumstances; and (4) eliminate the striking of 
patent applications which are improperly executed. The Office 
further is amending the Patent and Trademark Office Code of 
Professional Responsibility to define as misconduct a failure to 
comply with the rules on duty of disclosure. The rules as adopted 
strike a balance between the need of the Office to obtain and 
consider all known relevant information pertaining to patentability 
before a patent is granted and the desire to avoid or minimize 
unnecessary complications in the enforcement of patents. 
Effective Date: March 16, 1992. These rules will be applicable to 
ail applications and reexamination proceedings pending or filed 
after the effective date. 

For Further Information Contact: By telephone Charles E. Van 
Horn (703-305-9054) or J. Michael Thesz (703-305-9384) or by 
mail addressed to Commissioner of Patents and Trademarks, 
Washington, D.C. 20231, and marked to the attention of Charles E. 
Van Horn (Crystal Park 2 - Room 919). 

Supplementary Information: A notice of proposed rulemaking on 
duty of disclosure and practitioner misconduct published in the 
Federal Register at 54 FR 11334 (March 17, 1989), and in the 
Patent and Trademark Office Official Gazette at 1101 Off. Gaz. Pat. 
Off. 12 (April 4, 1989), was withdrawn. On August 6, 1991, the 
Office published in the Federal Register a notice of proposed 
rulemaking relating to duty of disclosure. 56 FR 37321 The notice 
was also published in the Official Gazette. 1129 Off. Gaz. Pat. Off. 
52 (August 27, 1991). Sixty written comments were received in 
response to the notice of proposed rulemaking. A public hearing 
was held on October 8, 1991. Eleven individuals offered oral 
comments at the hearing. The sixty written comments and a copy 
of the transcript of the hearing are available for public inspection 
in the Office of the Assistant Commissioner for Patents, Room 919, 
Crystal Park II, 2121 Crystal Drive, Arlington, VA. 


Familiarity with the notice of proposed rulemaking is assumed. 
Changes in the text of the rules published for comment in the 
notice of proposed rulemaking are discussed. Comments received 
in writing and at the public hearing in response to the notice of 
proposed rulemaking are discussed. 


The rules as adopted shall take effect as to all applications and 
reexamination proceedings either pending or filed on or after the 
effective date of these rules. Thus, any information disclosure 
statement that is filed on or after that date must comply with the 
provisions of §§ 1.97 and 1.98 to be entitled to consideration. 
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Changes in Text: The final rules contain several changes to the 
text of the rules as proposed for comment. Those changes are 
discussed below. 


Section 1.17(i)(1) has been changed from the proposed text to 
reflect the recent increase in the amount of the fee for filing a 
petition from $120.00 to $130.00. 


Section 1.56(a) has been clarified to indicate that the duty of an 
individual to disclose information is based on the knowledge of 
that individual that the information is material to patentability. A 
sentence has been added to § 1.56(a) to express the principle that 
the Office does not condone the granting of a patent on an 
application in connection with which fraud on the Office was 
practiced or attempted or the duty of disclosure was violated 
through bad faith or intentional misconduct. In addition, § 1.56(a) 
as proposed has been changed to indicate that if all information 
material to patentability of any claim issued in a patent is cited by 
the Office or submitted to the Office in the manner prescribed by 
§§ 1.97(b)-(d) and 1.98, the Office will consider as satisfied the 
duty to disclose to the Office all information known to be material 
to patentability, as contrasted to the broader duty of candor and 
good faith. This rule does not attempt to define the spectrum of 
conduct that would lack the candor and good faith in dealing with 
the Office which is expected of individuals who are associated with 
the filing or prosecution of a patent application. 


In § 1.56(b), the phrase “or being made of record” has been 
inserted to make it clear that information is not material to 
patentability within the meaning of § 1.56 if it is cumulative to 
either information already of record in the application or contem- 
poraneously being made of record by applicant. For example, there 
would be no benefit to the Office for applicant to submit to the 
Office 10 different documents having the same teaching simply 
because the information was not cumulative to the information 
already of record. 


The term “creates” has been replaced by the term “establishes” 
in § 1.56(b)(1). In addition, the definition of a prima facie case of 
unpatentability, as set out in the preamble of the notice of proposed 
rulemaking, has been incorporated into the rule itself. A prima 
facie case of unpatentability of a claim is established when the 
information compels a conclusion that the claim is unpatentable 
(1) under the preponderance of evidence, burden-of-proof stan- 
dard, 

(2) giving each term in the claim its broadest reasonable construc- 
tion consistent with the specification, and 

(3) before any consideration is given to evidence which may be 
submitted in an attempt to establish a contrary conclusion of 
patentability. 

This prima facie standard conforms to the standard used by an 
examiner to determine whether a claim is prima facie unpatent- 
able. 

Section 1.56(b)(2) has been modified from the text of the proposed 
rule. The focus of this paragraph has been changed so that it now 
relates to information which either refutes, or is inconsistent with, 
a position that applicant takes in either 

(1) opposing an argument of unpatentability relied on by the 
Office, or 

(2) asserting an argument of patentability 

The change from the proposed rule makes clear that information is 
material when it either refutes, or is inconsistent with, a position 
taken by applicant before the Office. 


Section 1.97(e) has been changed from the proposed text to 
make it clear that a certification could contain either of two 
statements. One statement is that each item of information in an 
information disclosure statement was cited in a search report from 
a patent office outside the U.S. not more than three months prior to 
the filing date of the statement. Under this certification, it would 
not matter whether any individual with a duty actually knew about 
any of the information cited before receiving the search report. In 
the alternative, the certification could state that no item of 
information contained in the information disclosure statement was 
cited in a communication from a foreign patent office in a 
counterpart foreign application or, to the knowledge of the person 
signing the certification after making reasonable inquiry, was 
known to any individual having a duty to disclose more than three 
months prior to the filing of the statement. 
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The changes to the text of § 1.97(e) as proposed place the 
appropriate priority on getting relevant information to the Office 
promptly, with minimum burden to applicant. The text of the 
proposal has also been changed by adding the phrase “after 
making reasonable inquiry” to make it clear that the individual 
making the certification has a duty to make reasonable inquiry 
regarding the facts that are being certified. For example, if an 
inventor gave a publication to the practitioner prosecuting an 
application with the intent that it be cited to the Office, the 
practitioner should inquire as to when that inventor became aware 
of the publication before submitting a certification under § 
1.97(e)(ii) to the Office. 


A new paragraph (h) has been added to the text of proposed § 
1.97. The purpose of new paragraph (h) is to ensure that no one 
could construe the mere filing of an information disclosure 
statement as an admission that the information cited in the 
statement is, or is considered to be, material to patentability as 
defined in § 1.56(b). It is in the best interest of the Office and the 
public to permit and encourage individuals to cite information to 
the Office without fear of making an admission against interest. 


In § 1.98(a)(2)(iii), the wording has been changed to make it 
clear that the requirement to submit a copy of each item of 
information listed in an information disclosure statement does not 
apply to the citation of a U.S. patent application. 


The requirement in proposed § 1.98(a)(3) for a concise expla- 
nation of the relevance of each item of information has been 
substantially changed by limiting the requirement in two signifi- 
cant ways. First, as adopted, the requirement is limited to infor- 
mation that is not in the English language. Second, the explanation 
required is limited to the relevance as understood by the individual 
designated in § 1.56(c) most knowledgeable about the content of 
the information at the time the information is submitted to the 
Office. Where the information listed is not in the English language, 
but was cited in a search report by a foreign patent office, the 
requirement for a concise explanation of relevance is satisfied by 
submitting an English language version of the search report. 


In § 1.98(d), the proposed text has been changed by adding the 


phrase “cited by or” to make it clear that legible copies of 
information listed in an information disclosure statement need not 
be submitted in a continuing application provided the information 
was either cited by or submitted to the Office in a prior application. 
A distinction between information cited by the Office or supplied 
by applicant to the Office serves no useful purpose in this situation. 


The text of proposed § 1.555 has been modified to limit the 
definition of information material to patentability in a reexamina- 
tion proceeding to the types of information that an examiner could 
use in a reexamination proceeding to determine whether a claim 
was patentable, and to adopt other changes that parallel changes 
made in § 1.56. Proposed § 1.555(a) has been divided into two 
paragraphs. Paragraph (a), as adopted, substantially parallels the 
text of § 1.56(a) as adopted. It indicates that the duty to disclose 
information to the Office in a reexamination proceeding is a part of 
the duty of candor and good faith that is owed to the Office by 
individuals transacting business with the Office. It further states 
one way that an individual may discharge the duty to disclose 
information material to patentability in a reexamination proceed- 
ing - i.e., by filing an information disclosure statement with the 
items listed in § 1.98(a) as applied to individuals associated with 
the patent owner in a reexamination proceeding. Finally, the text of 
the rule has been changed to add a sentence that expresses the 
principle that a patent should not be granted on an application in 
connection with which fraud was practiced or attempted on the 
Office or there was any violation of the duty of disclosure through 
bad faith or intentional misconduct. 


New paragraph (b) of § 1.555 has been adopted to define 
information material to patentability in a reexamination proceed- 
ing. Much like the definition in § 1.56(b), information is not 
material when it is cumulative to information of record or being 
made of record in the reexamination proceeding. Information is 
considered material when it satisfies either or both of the defini- 
tions in § 1.555(b). Under § 1.555(b)(1), information is material 
when it is a patent or printed publication that establishes, by itself 
or in combination with other patents or printed publications, a 
prima facie case of unpatentability of a claim. This definition is 
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limited to patents or printed publications because a reexamination 
proceeding must be based on patents or printed publications. 35 
U.S.C. 302. 


The definition of a prima facie case of unpatentability of a claim 
pending in a reexamination proceeding has been provided in the 
rule. A prima facie case of unpatentabitity is established when the 
information compels a conclusion that a claim is unpatentable 
under the same principles that are applicable during ex parte 
examination of a patent application; namely 
(1) under the preponderance of evidence, burden-of-proof stan- 
dard, 

(2) giving each term in the claim its broadest reasonable construc- 
tion consistent with the specification, and 

(3) before any consideration is given to evidence which may be 
submitted in an attempt to establish a contrary conclusion of 
patentability. 

Finally, the definition of information material to patentability in § 
1.555(b)(2) has been added to parallel the provision in § 
1.56(b)(2). 


After reviewing the Office policy on whether to consider duty of 
disclosure and other inequitable conduct issues in interference 
proceedings under 35 U.S.C. 135(a), including comments from the 
public directed to the statement in the notice of proposed rulemak- 
ing that the Office will not consider, evaluate, or decide fraud or 
other inequitable conduct issues during an interference proceeding, 
a new Office policy has been adopted. Effective October 24, 1991, 
fraud and inequitable conduct issues will be considered when 
properly raised inter partes in patent interference cases. 1132 Off. 
Gaz. Pat. Off. 33 (November 19, 1991). In addition, the Chairman 
of the Board of Patent Appeals and Interferences has issued a 
notice that provides guidance on how an issue of fraud or other 
inequitable conduct can be raised in an interference proceeding. 
1133 Off. Gaz. Pat. Off. 21 (December 10, 1991). 

Response to and Analysis of Comments: Sixty (60 written com- 
ments were received in response to the notice of proposed 
rulemaking. These comments, along with those made at the public 
hearing, have been analyzed. Some suggestions made in the 
comments have been adopted and others have been rejected. 
Responses to the comments follow. 

Comment |. Nine comments indicated that the Office should not 
amend § 1.56 since it is presently in conformance to the materiality 
standard being applied by the Court of Appeals for the Federal 
Circuit. One comment questioned what practical value of the 
proposed rule would justify the burden of the change. 

Reply: The amendment to § 1.56 was proposed to address criticism 
concerning a perceived lack of certainty in the materiality stan- 
dard. The rule as promulgated will provide greater clarity and 
hopefully minimize the burden of litigation on the question of 
inequitable conduct before the Office, while providing the Office 
with the information necessary for effective and efficient exami- 
nation of patent applications. 

Comment 2. One comment stated that the present rules should be 
maintained and strengthened since the public interest is hurt more 
by an unjustly issued patent than by an unjustly denied patent. 
Another comment disagreed and argued that an unjustly denied 
patent can do great harm to society. 

Reply: The Office strives to issue valid patents. The Office has both 
an obligation not to unjustly issue patents and an obligation not to 
unjustly deny patents. Innovation and technological advancement 
are best served when an inventor is issued a patent with the scope 
of protection that is deserved. The rules as adopted serve to remind 
individuals associated with the preparation and prosecution of 
patent applications of their duty of candor and good faith in their 
dealings with the Office, and will aid the Office in receiving, in a 
timely manner, the information it needs to carry out effective and 
efficient examination of patent applications. 

Comment 3. Two comments stated that the rule should not permit 
applicants to draft claims and a specification to avoid a prima facie 
case of obviousness over a reference and then to be able to 
withhold the reference from the examiner. 

Reply: The comments reflect a correct reading of the rule in that 
information is not material unless it comes within the definition of 
§ 1.56(b)(1) or (2). If information is not material, there is no duty 
to disclose the information to the Office. The Office believes that 
most applicants will wish to submit the information, however, 
even though they may not be required to do so, to strengthen the 
patent and avoid the risks of an incorrect judgment on their part on 
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materiality or that it may be held that there was an intent to deceive 
the Office. 

Comment 4. One comment stated that promulgation of the pro- 
posed rule would result in a significant decrease in the quantity of 
art cited to the Office because there will be no duty to cite art 
relevant to a pending claim. 

Reply: The Office does not anticipate any significant change in the 
quantity of information cited to the Office after promulgation of 
amended § 1.56. Presumably, applicants will continue to submit 
information for consideration by the Office in applications rather 
than making and relying on their own determinations of material- 
ity. An incentive remains to submit the information to the Office 
because it will result in a strengthened patent and will avoid later 
questions of materiality and intent to deceive. In addition, the new 
rules will actually facilitate the filing of information since the 
burden of submitting information to the Office has been reduced by 
eliminating, in most cases, the requirement for a concise statement 
of the relevance of each item of information listed in an informa- 
tion disclosure statement. 

Comment 5. Several comments stated that an objective “but for” 
standard would be preferable to the proposed rule. The objective 
“but for” standard would presumably consider information as a 
court does in an infringement proceeding with a clear and 
convincing, burden-of-proof standard, giving the terms in each 
claim a narrow construction where necessary to uphold validity. 
Reply: The Office believes that amended § 1.56 will provide a 
reasonable balance between the needs of applicants and of the 
Office. The suggested “but for” standard would not cause the 
Office to obtain the information it needs to evaluate patentability 
so that its decisions may be presumed correct by the courts. If the 
Office does not have needed information, meaningful examination 
of patent applications will take place for the first time in an 
infringement case before a district court. Courts will become 
increasingly less confident of the Office’s product if they get the 
impression that practitioners and inventors can routinely withhold 
information from the Office, or that practitioners and inventors can 
make up their own minds about what is patentable. The Office 
should decide, in the first instance, what is patentable and any 
decision should be made with the best information available, 
including that known by the applicant. The Office notes that the 
House of Delegates of the American Bar Association twice, once 
in 1990 and again in 1991, refused to adopt a resolution favoring 
adoption of the “but for” standard. 

Comment 6. One comment argued that proposed § 1.56 does not 
relate to “the conduct of proceedings in the Patent and Trademark 
Office” (35 U.S.C. 6(a)) since the Office does not intend to reject 
applications as indicated by the cancellation of paragraphs (c) 
through (i) of current § 1.56. 

Reply: The amendment to 1.56 comes within the authority of the 
Commissioner for establishing regulations. Norton y. Curtiss, 433 
F.2d 779, 167 USPQ 532 (CCPA 1970). The Office has reserved its 
inherent authority to reject an application under appropriate 
circumstances where fraud or other inequitable conduct has 
occurred. Also, the Office will consider fraud and inequitable 
conduct when properly raised in interference proceedings under 35 
U.S.C. 135(a). The Office will also consider fraud and inequitable 
conduct in connection with attorney conduct under § 10.23(c). 
Comment 7. One comment stated that § 1.56 should require only 
anticipatory art to be submitted during examination of an applica- 
tion, with a procedure such as reexamination being used after 
discovery in any litigation on the patent has revealed all available 
art. 

Reply: An application is examined under all appropriate sections 
of Title 35, United States Code, and a presumption of validity 
attaches to a patent with regard to all aspects of patentability, 
including anticipation. 35 U.S.C. 282. Therefore, § 1.56 should 
address more than just the submission of anticipatory information, 
including information relevant to patentability under 35 U.S.C. 
103 and 35 U.S.C. 112. 

Comment 8. One comment suggested that proposed § 1.56 has 
some dangerous implications since courts are going to find 
violations of the duty of disclosure if §§ 1.97 and 1.98 are not 
complied with completely. 

Reply: Section 1.56 provides that the duty of disclosure can be met 
by submitting information to the Office in the manner prescribed 
by §§ 1.97 and 1.98. Sections 1.97 and 1.98 are being amended so 
that information will be submitted to the Office in the manner and 
at the time which will facilitate consideration by the examiner. 
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Applicants are provided certainty as to when information will be 
considered, and applicants will be informed when information is 
not considered. The Office does not believe that courts should, or 
will, find violations of the duty of disclosure because of uninten- 
tional non-compliance with §§ 1.97 and 1.98. If the non-compli- 
ance is intentional, however, the applicant will have assumed the 
risk that the failure to submit the information in a manner that will 
result in its being considered by the examiner may be held to be a 
violation. 

Comment 9. Two comments stated that the Office should not delete 
the offense of attempted fraud from the § 1.56. The comments 
stated that elimination of the reference to “gross negligence” in 
current § 1.56 would be sufficient to protect the practitioner who 
delays submission of information with no intent to deceive the 
Office. One of the comments stated that the disciplinary rules alone 
are not sufficient to deter attempted fraud or inequitable conduct. 
Reply: The language of §§ 1.56(a) and 1.555(a) has been modified 
to retain the provisions of prior § 1.56(d) to indicate that the Office 
does not condone fraud, attempted fraud, or violation of the duty 
of disclosure through bad faith or intentional misconduct. 
Comment 10. One comment stated that the appropriate standards 
for the duty of candor are analogous to fiduciary law which 
requires the fiduciary to disclose not only known facts, but also 
facts which it should have known, i.e., a negligence standard. The 
comment argued that it was undesirable to measure duty of candor 
or fraud by a reduced measure of “intent” instead of an objective 
negligence standard since the Office is not bound by the U.S. Court 
of Appeals for the Federal Circuit decision in Kingsdown Medical 
Consultants, Ltd. v. Hollister, Inc., 863 F.2d 867, 9 USPQ2d 1384 
(Fed. Cir. 1988) (en banc), cert. denied, 490 U.S. 1067 (1989), and 
since the proposed standard is no more objective than alternative 
standards but is simply narrower and more certain. Another 
comment suggested that the Office should indicate that there is no 
intention to change the Kingsdown ruling. 

Reply: Section 1.56 has been amended to present a clearer and 
more objective definition of what information the Office considers 
material to patentability. The rules do not define fraud or inequi- 
table conduct which have elements both of materiality and of 
intent. The Office does not advocate any change to the Kingsdown 
ruling. 

Comment 1]. Two comments stated that the proposed modification 
of § 1.56 would make submission of information to the Office an 
implied admission of the prima facie unpatentability of a claim. 
Several comments suggested that a sentence should be added to 
proposed § 1.56 to specify that submission of information to the 
Office under this section shall not be deemed to be an admission or 
representation that the information is material to patentability. 
Reply: The suggestions in the comments have been adopted by 
modifying § 1.97 which deals with submission of information to 
the Office. Paragraph (h) of § 1.97 now provides that the filing of 
an information disclosure statement shall not be considered to be 
an admission that the information cited in the statement is, or is to 
be considered to be, material to patentability as defined in § 1.56. 
Comment 12. One comment stated that the proposed § 1.56 
definition would be difficult to apply in litigation in which a 
different burden-of-proof standard is applied. 

Reply: The definition of information material to patentability 
includes standards which are familiar to the Federal courts and 
which are capable of being handled like other issues. 

Comment 13. One comment suggested that the last sentence of 
proposed § 1.56( a), in which the Office encourages applicants to 
carefully examine prior art cited in foreign search reports and the 
closest known information, be removed from the rule and be 
placed in the preamble discussion so as to avoid the interpretation 
that the sentence creates a duty for applicants. 

Reply: The suggestion is not adopted. The sentence does not create 
any new duty for applicants, but is placed in the text of the rule as 
helpful guidance to individuals who file and prosecute patent 
applications. 

Comment 14. Three comments stated that the language of pro- 
posed § 1.56(a) required revision to remove all statements or 
suggestions which might allow a court to consider a pending (i.¢., 
unissued) claim for the purpose of determining whether the duty of 
disclosure requirement was met in view of the fact that the 
proposed rule was intended to indicate that there is no duty to 
disclose information which is material to a pending claim unless 
that claim ultimately issues in a patent. One comment argued that 
a court might interpret “the duty of candor and good faith” to be 
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broader than the particular duty of disclosure specified in other 
portions of the proposed rule. 

Reply: The language of §§ 1.56 and 1.555 has been modified to 
emphasize that there is a duty of candor and good faith which is 
broader than the duty to disclose material information. Section 
1.56 further states that “no patent will be granted on an application 
in connection with which fraud on the Office was practiced or 
attempted or the duty of disclosure was violated through bad faith 
or intentional misconduct.” 

Comment /5. One comment suggested that proposed § 1.56(a) be 
modified to clarify that both information and its materiality must 
be known before there is a duty to disclose the information. 
Reply: The Office considers the language of § 1.56(a) to be 
sufficiently clear in referring to a “duty to disclose to the Office all 
information known to that individual to be material to patentability 
as defined in this section.” If information is known to be material, 
it inherently must be known. Likewise, if information is not known 
to an individual, there is no duty to disclose the information 
whether it is material or not. 

Comment 16. One comment stated that it should be made clear that 
“known” is limited to contemporaneous knowledge since a prac- 
titioner may have known something ten years ago but may not 
remember it presently. 

Reply: Section 1.56 states that each individual associated with the 
filing and prosecution of a patent application has a duty to disclose 
all information known to that individual to be material to patent- 
ability as defined in the section. Thus, the duty applies to 
contemporaneously or presently known information. The fact that 
information was known years ago does not mean that it was 
recognized that the information is material to the present applica- 
tion. 

Comment 17. One comment suggested that proposed § 1.56(a) be 
modified to state that the duty of disclosure ends when an 
application becomes abandoned or allowed. 

Reply: Paragraph (a) of § 1.56 states that the duty to disclose 
information exists until the application becomes abandoned. The 
duty to disclose information, however, does not end when an 
application becomes allowed but extends until a patent is granted 
on that application. The rules provide for information being 
considered after a notice of allowance is mailed and before the 
issue fee is paid (§ 1.97(d)) and for an application to be withdrawn 
from issue after the issue fee has been paid. An application may be 
withdrawn from issue because one or more claims are unpatent- 
able (§ 1.313(b)(3)) or an application may be withdrawn from 
issue and abandoned so that information may be considered in a 
continuing application before a patent issues (§ 1.313(b)(5)). 
Comment 18. Three comments stated that the first two sentences of 
proposed § 1.56(a) should be deleted since rules should simply 
instruct practitioners what to do without discussion of why they 
should do it or the philosophy involved. 

Reply: The suggestion has not been adopted since the sentences aid 
in the understanding of the rule and will provide those involved in 
enforcing patents with an indication of the policy on which the rule 
is based. 

Comment 19. One comment stated that §§ 1.56(a)(2) and (c) 
should be modified to refer to “individuals substantively associ- 
ated with” the filing or prosecution of the patent application. 
Reply: The suggestion is not adopted since the proposed rule 
language is clear and the suggested modification would create a 
redundancy with the language of § 1.56(c)(3). The individuals 
designated in §§ 1.56(c)(1) and (2) as being associated with the 
filing or prosecution of a patent application within the meaning of 
the section are inherently substantively involved in the preparation 
or prosecution of the application. 

Comment 20. One comment stated that proposed § 1.56(b) should 
be modified to clarify that information is not material if it is 
cumulative to information already of record in an application or to 
information concurrently being made of record. 

Reply: The suggestion has been adopted by adding a reference to 
information being made of record with regard to cumulative 
information in §§ 1.56(b) and 1.555(b). 

Comment 21. One comment stated that the preamble discussion (of 
§ 1.56(b)) should indicate that test results in situations such as tests 
involving biological systems may properly be submitted as aver- 
ages rather than as individual test runs. 

Reply: Whether test results can be submitted as averages rather 
than as individual test runs depends on whether doing so would 
provide to the Office the information needed to make a proper 
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determination on patentability. If the actual results are provided, 
the examiner can make an independent determination on whether 
some rejection is appropriate. In some cases providing averages 
might be misleading, but in other cases providing averages might 
be appropriate. 

Comment 22. One comment stated that the definition of materiality 
in proposed § 1.56(b) imposes substantial new burdens on appli- 
cants who would be required to disclose failed experiments, papers 
published less than one year prior to filing and experimental public 
uses even if they clearly are refutable and will not affect patent- 
ability. One comment stated that the proposed rule would require 
applicants to incur added expense for affidavits and comparison 
tests. Five comments stated that the Office should not require 
applicants to present results from clearly invalid tests since this 
would be contrary to usual scientific practice. One comment 
argued that information should not be required to be submitted if 
there was no doubt that it would not preclude patentability, e.g., 
where common ownership existed so that the exception of 35 
U.S.C. 103, second paragraph, would apply. 

Reply: The definition of materiality in § 1.56 does not impose 
substantial new burdens on applicants, but is intended to provide 
the Office with the information it needs to make a proper and 
independent determination on patentability. It is the patent exam- 
iner who should make the determination after considering all the 
facts involved in the particular case. The comments reflect that the 
Office objective of clarifying what information the Office consid- 
ers to be material has been accomplished by the amendment of the 
rules. 

Comment 23. One comment suggested that § 1.56 should confine 
the duty of disclosure to references known to applicant or the 
practitioner representing applicant and not found in prior art 
materials in the Office. 

Reply: This suggestion is not adopted since information may be in 
the Office but not in the application file. It is not reasonable to 
assume that an examiner knows of a particular item of information 
or appreciates its relevance to a particular invention simply 
because it exists somewhere in the Office. 

Comment 24. One comment stated that the language “or in 
combination with other information” should be removed from 
proposed § 1.56(b)(1) because it was unworkable to require an 
applicant to combine references against its own claims, especially 
since, according to the commentator, examiners and the Board of 
Patent Appeals and Interferences frequently misapply the law. 
Another comment stated that the language creates an open field for 
litigators to claim that an inordinate number of references could be 
combined. 

Reply: The rule does not require an applicant to combine refer- 
ences against its own claims. The applicant can submit information 
to the Office for the examiner’s consideration whether the infor- 
mation is considered material or not. The fact that the teachings of 
a large number of references must be combined for a prima facie 
case of obviousness does not by itself weigh against a holding of 
obviousness. See Jn re Gorman. 933 F.2d 982, 18 USPQ2d 1885 
(Fed. Cir. 1991). 

Comment 25. Four comments stated that the definition of “prima 
facie case of unpatentability” § 1.56(b)(1)) should be included in 
the rule itself. One comment said that the definition should not be 
included in the rule. 

Reply: The definition has been included in the rule for clarity. 
Comment 26. One comment stated that the proposed § 1.56(b)(1) 
placed a burden on the practitioner to analyze references that is 
inappropriate and contradictory to a practitioner's responsibility to 
his client. 

Reply: The rule itself does not place a burden on the practitioner 
to analyze references. Information can be submitted to the Office 
in accordance with §§ 1.97 and 1.98, and the examiner will 
consider the references. 

Comment 27. One comment questioned whether an applicant 
would be charged with withholding material information if the 
“other information” (§ 1.56(b)(1)) necessary to cause an undis- 
closed reference to become material ts unknown to the applicant. 
Another comment suggested that the language should be changed 
to read “other known information” to show that the information 
must be known to applicant to give rise to a duty of disclosure. 
Reply: Paragraph (b) of § 1.56 defines information material to 
patentability. While information may be material under the defi- 
nition, there is no duty on an individual to disclose the information 
if the information is unknown to the individual (§ 1.56(a)). 
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Comment 28. One comment suggested that defining materiality in 
§ 1.56(b) in terms of prima facie unpatentability would permit a 
conspiracy of silence in which (1) the applicant knows of 
information but is incapable of making the legal analysis to 
determine whether the information is material and (2) the patent 
practitioner, who is equipped to determine whether information is 
material, does not know of the information and does not ask. Thus, 
it is argued there would be no violation of the duty of disclosure 
which requires knowledge of both information and its materiality. 
Reply: The Office has set forth what information should be 
submitted so that the Office can make a proper determination on 
patentability. The term “conspiracy” has the connotation of unlaw- 
fulness which would not be consistent with the duty of candor and 
good faith required in dealings with the Office. 

Comment 29. One comment suggested that proposed § 1.56(b)(1) 
should be revised to read “in combination with other information 
already of record in the application” to avoid the possibility that 
undisclosed material could be considered material in subsequent 
litigation when combined with information not known at the time 
of the prosecution to any person substantively involved in the 
preparation or prosecution of the application. 

Reply: Paragraph (a) of § 1.56 makes it clear that the Office 
recognizes that the duty to disclose material information is limited 
to such information which is known by an individual substantively 
involved in the preparation or prosecution of the application. Thus, 
while information may be material under the definition of § 
1.56(b)(1), there can be no duty to disclose the information if it is 
material only in combination with unknown information. 
Comment 30. One comment stated that proposed § 1.56(b) should 
be modified so that paragraph (b)(1) refers to information that 
renders a claim unpatentable (“but for”), paragraph (b)(2) remains 
as proposed, and a paragraph (b)(3) is added to include the 
definition of materiality as “the closest information over which any 
pending claim patentably defines.” This comment suggested that 
this modified definition would have the advantage of not requiring 
the applicant to submit references which applicant knows are 
immaterial and to then engage in “straw man” arguments based on 
such references. 

Reply: The suggested modification to § 1.56 has not been adopted. 
The suggested language would seemingly require information to 
be filed in each application, whether the information is relevant or 
not, since the “closest information” would be required. Section 
1.56 does not require information which is not relevant to be 
submitted, but only information which meets the definition of 
material as set out in the rule. 

Comment 31. One comment stated that if proposed § 1.56(b)(1) is 
promulgated, there would be no need for proposed § 1.56(b)(2) 
with regard to information which would make a prima facie case 
of unpatentability and other information required by paragraph 
(b)(2) might be obscure. Another comment argued that paragraph 
(b)(2) was unnecessary, confusing and ambiguous and suggested 
changes in the language to make the requirement clear and less 
ambiguous. 

Reply: The suggestion as to the language change to § 1.56(b)(2) 
has been adopted. The final rule language avoids the perceived 
problem of requiring an applicant to submit information support- 
ing a position taken by the examiner. It is not appropriate, 
however, to eliminate paragraph (b)(2) because it is an essential 
part of the definition of information material to patentability and 
will help to ensure that all material facts are brought to the 
attention of the examiner during the examination process. 
Comment 32. One comment questioned the language of proposed 
§ 1.56(b)(2) as to how an applicant could consider a prior art 
reference as supporting a position of unpatentability taken by the 
Office while at the same time disputing that interpretation. 
Reply: The language of § 1.56(b)(2) has been modified to clarify 
that information is material to patentability if it refutes, or is 
inconsistent with, a position the applicant takes in (1) opposing an 
argument of unpatentability relied on by the Office, or (2) asserting 
an argument of patentability. 

Comment 33. One comment stated that § 1.56(b)(2) was flawed in 
requiring a duty to conduct a file search to make sure that no 
information exists which even arguably contradicts a position 
taken or to be taken in response to the examiner, or which supports 
the examiner’s position which may be improper. 

Reply: Section 1.56(b)(2) does not require a search of files. Under 
§ 1.56(a), the duty of disclosure is confined to that information 
which is known to an individual to be material as defined in 
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paragraph (b). 

Comment 34. One comment stated that proposed § 1.56(c) should 
be modified so that the duty of any individual designated as having 
a duty of disclosure would terminate when such individual ceases 
to be substantively involved in the preparation or prosecution of 
the application. The comment used, as an example, an inventor 
who would not be aware of art cited by the examiner which would 
cause information known to the inventor to fall within the 
definition of materiality for the first time. 

Reply: The suggestion in the comment is not adopted. The duty to 
disclose information material to patentability rests on the individu- 
als designated § in 1.56(c) until the application issues as a patent 
or becomes abandoned. Paragraph (a) of § 1.56 makes it clear, 
however, that each individual has a duty to disclose only informa- 
tion which is known to that individual to be material. 

Comment 35. One comment stated that proposed § 1.56(c)(3) 
should not include the assignee, or anyone to whom there is an 
obligation to assign the application, in the class of those who have 
a duty to disclose material information since there might be a 
“witch hunt” during litigation to find one employee with knowl- 
edge of, or possession of, information that should have been 
disclosed. 

Reply: No modification to § 1.56(c)(3) is needed since § 1.56 sets 
forth that only individuals who are associated with the filing and 
prosecution of a patent application have a duty of candor and good 
faith, including a duty to disclose to the Office all information 
known to be material to patentability. 

Comment 36. One comment stated that proposed § 1.56(d) should 
be revised to expressly allow an inventor to satisfy the duty by 
disclosing information to the practitioner who prepares or pros- 
ecutes the application so that redundant information disclosure 
statements will not be required from both the inventor and the 
attorney or agent. 

Reply: The suggestion in the comment is not adopted since the 
duty as described in § 1.56 will be met as long as the information 
in question was cited by the Office or submitted to the Office in the 
manner prescribed by §§ 1.97(b)-(d) and 1.98 before issuance of 
the patent. Statements from both an inventor and the practitioner 
are not required to be submitted. 

Comment 37. One comment stated that proposed §§ 1.52(c) and 
1.67(c) should be modified to either (1) expressly permit alter- 
ations to be made in an application subsequent to the signing of the 
oath or declaration if a supplemental oath or declaration is later 
submitted, or (2) more properly, prohibit such alterations since if 
alterations are desirable, they can be made and the application can 
be filed with an unsigned oath or declaration. Another comment 
stated that willfully filling out false oaths should never be 
condoned. 

Reply: The Office does not condone willfully filling out false 
oaths. Further, § 10.23(c))(11) indicates that the Office considers it 
misconduct for a practitioner to knowingly file or cause to be filed 
an application containing a material alteration made after the 
signing of an accompanying oath or declaration without identify- 
ing the alteration. The Office will not consider striking an 
application in which an alteration was made, but a supplemental 
oath or declaration is required to be filed in an application 
containing alterations made after the signing of the oath or 
declaration. 

Comment 38. One comment stated that the implementation of 
proposed §§ 1.63(b)(3) and 1.175(a)(7) allows for a two-month 
delay in the deadline for requiring declarations complying there- 
with. 

Reply: The averments in oath or declaration forms presently in use 
that comply with the previous § 1.63 or § 1.175 will also comply 
with the requirements of the new rules. Therefore, the Office will 
continue to accept the old oath or declaration forms as complying 
with the new rules. 

Comment 39. Five comments questioned the need for the proposed 
rules since statistics show that information disclosure statements 
are submitted early in prosecution and questioned what new 
service is being provided for the proposed fee in § 1.97. 

Reply: The Office desires to continue to encourage information to 
be submitted promptly so that it can be considered by the examiner 
when the first Office action is prepared. Some people have 
expressed a desire to have the option of waiting to submit 
information until after the first Office action, without concern that 
they will be subject to a charge of inequitable conduct. Section 
1.97(c), as amended, will provide this option to applicants in that 
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information will be considered later than three months after the 
filing date of the application (§ 1.97(a) prior to amendment) 
without a showing of promptness (prior § 1.99). The fee will 
compensate the Office for the added expense caused by the late 
submission of the information and will serve as a disincentive to 
the intentional withholding of information even for a short period 
of time. 

Comment 40. Two comments suggested that proposed § 1.97(a) be 
modified so that the mechanism of proposed § 1.98 would not be 
the only acceptable technique for submitting information. 

Reply: The Office has set forth the minimum requirements for 
information to be considered in §§ 1.97 and 1.98. These rules will 
provide certainty for the public of exactly what the requirements 
are, when the Office will consider information and when the Office 
will not consider information. Thus, applicants are provided with 
means for complying with the duty of disclosure by following the 
rules. If information is submitted in a manner so that it is not 
considered by the Office, applicant will assume the risk that a court 
might find a violation of the duty of candor and good faith which 
includes the duty to disclose material information. 

Comment 41. Four comments suggested that information which is 
recognized by applicant as being material after the period set in 
proposed § 1.97(b) as the result of prior art cited by the examiner 
should be permitted to be submitted to the Office without the fee 
set forth in 1.17(p), the certification or the petition fee required by 
§ 1.97. 

Reply: The suggestion in the comments is not adopted since it 
would require a certification, e.g., why the information was just 
recognized as being material, and would unduly complicate the 
rules and the procedures for considering information submitted by 
applicant. Applicants can avoid or, at least, minimize the problem 
by submitting information which is known to be relevant to the 
application even though it is not yet recognized as being required 
to be submitted because it is material to patentability. The fees 
charged are to compensate the Office for the additional work that 
will be necessary when information is submitted during an 
advanced stage of the examination process. 

Comment 42. Two comments suggested that the period for 
submitting information set in proposed § 1.97(b) be changed to be 
two months from the issuance of the Official Filing Receipt to 
avoid information disclosure statements being misrouted in the 
Office. 

Reply: The suggestion in the comment is not adopted. The date that 
the Filing Receipt is mailed is not maintained in the application file 
so there would be administrative difficulty in determining when a 
fee or certification is required to be filed under the new rule. An 
application can be filed with a self-addressed return postcard so 
that applicant can obtain the serial number assigned to the 
application very soon after filing. Further, information may be filed 
under § 1.97(b) before the mailing of a first Office action on the 
merits even if this occurs later than three months after the 
application filing date. 

Comment 43. One comment questions whether § 1.97(b) or § 
1.97(d) applies in the event of issuance of a final rejection within 
three months of the filing of an application. The comment 
indicated that paragraph (b) should apply in this situation. 
Reply: Paragraph (b) would apply in this situation since the 
paragraph specifies that information may be filed within three 
months of the filing date of the application or before the mailing 
date of a first Office action on the merits, whichever event occurs 
last. Thus, information would be considered pursuant to § 1.97(b) 
if it was filed within three months of the filing date of the 
application even if a final rejection was mailed prior to three 
months from the filing date. 

Comment 44. One comment stated that proposed § 1.97(b)(1) 
should be clarified to indicate that “the filing of a national 
application” includes “a continuing application which replaces the 
original application.” 

Reply: The suggested modification has not been adopted since it is 
not necessary for clarity. The term “national application” includes 
continuing applications in this and the other patent rules. It is not 
desirable to add the suggested language to all occurrences of the 
term “application” in the rules or to raise the implication that 
continuing applications are not included in the term in other rules 
by adding the suggested language to this rule. 

Comment 45. One comment stated that proposed § 1.97 should be 
changed to state that if a responsible party becomes aware of 
material information less than three months before issuance of an 
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Office action, that information will be considered timely filed if it 
is submitted together with the response to the action. The comment 
also stated that the Office could go farther and implement a rule 
which specifies that such information will be considered timely 
submitted if it reaches the examiner before the response to the 
Office action is taken up for consideration. Three other comments 
stated that the Office should accept information disclosure state- 
ments with responses to Office actions, with one comment arguing 
that there is no benefit in submitting two papers where one would 
suffice. 

Reply: The suggestions in the comments are not adopted. The rule 
as proposed and promulgated has the advantage of being relatively 
easy to comply with and administer. Information should be 
submitted promptly so that the examiner will have the option of 
reviewing the information and withdrawing or revising the Office 
action. Requiring information to be submitted promptly contrib- 
utes to the efficiency of the examination process. 

Comment 46. One comment stated that there should be no fee in § 
1.97 associated with the filing of an information disclosure 
statement since this might impact negatively on the submission of 
material information; rather, it would be sufficient to permit 
material information submitted subsequent to a non-final action to 
support a final rejection in the next action, in the absence of the 
certification proposed in the rules. Another comment, however, 
stated that the proposed fee requirement would not be a disincen- 
tive to submission of prior art, but would force examiners to 
consider certain art which under current practice often is not made 
of record, but instead, requires the filing of a continuation 
application. 

Reply: The fee required in the rule will serve both to cover 
additional expense caused the Office by the late submission of 
information and will also serve as a disincentive to failing to 
cooperate in submitting information early in the prosecution of an 
application rather than as a disincentive to submitting information 
at all. 

Comment 47. One comment questioned whether information in an 
information disclosure statement submitted during the period set 
forth by proposed § 1.97(c) could be used by an examiner to make 
the next action final if the statement was submitted with a 
certification under § 1.97(e). 

Reply: Information submitted with a certification during the period 
set forth in § 1.97(c) will not be used to make the next Office 
action final on unamended claims since in this situation it is clear 
that applicant has submitted the information to the Office promptly 
after it has become known and the information is being submitted 
prior to a final determination on patentability by the Office. 
Comment 48. One comment stated that it was unfair for the Office 
to require a fee for considering information pursuant to proposed 
§ 1.97(c) and then also be able to use the information in making 
the Office action final. 

Reply: The policy is not considered to be unfair. If information is 
submitted during the period set forth in § 1.97(c) without the 
certification, the fee will compensate the Office for extra work that 
may be caused by the failure to submit information promptly. If the 
cost for this extra work were not placed upon the applicant in this 
situation, the cost would have to be borne by all applicants through 
payment of higher fees. The possibility that the next Office action 
may be made final will further encourage prompt disclosure of 
information to the Office. 

Comment 49. One comment suggested that information should be 
considered (§ 1.97(c)) after final rejection, since this is different 
from after allowance when the Office would have to go back and 
reconsider its work. Two comments stated that proposed § 
1.97(c)(1) should not penalize applicants who receive a foreign 
search report after a final rejection is made in the application and 
that the certification under § 1.97(e) should be available until an 
advisory action after final rejection or a notice of allowability 
occurs in the application. Another comment stated that final action 
may not even be on the merits but merely administrative. 

Reply: The suggestions in the comments are not adopted. Both a 
notice of allowance and a final rejection represent a final Office 
decision on patentability. Information considered after either of 
these actions may require the Office to alter its position. After 
either of these actions, information will be considered only if it is 
submitted promptly in accordance with § 1.97(d) or is submitted in 
a refiled application. It should be noted that information cited in a 
foreign search report, if cited to the Office within three months of 
the date on the search report, will be considered by the Office if 
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filed before payment of the issue fee. 

Comment 50. One comment stated that proposed § 1.97(d) would 
result in unequal treatment of U.S. inventors who file first in the 
Office as compared to foreign inventors who file first in a foreign 
country since the latter will have the results of the search made by 
the foreign examining country earlier in the pendency of the U.S. 
application. Six comments suggested that a U.S. inventor should 
have the ability to make the certification of § 1.97(e) and to have 
the Office consider the information, regardless of the stage of 
prosecution at which information from a foreign office is submit- 
ted. 

Reply: It should be noted that the certification of § 1.97(e) can be 
made and information considered by the Office until the issue fee 
is paid on the application. After the issue fee has been paid on an 
application, it is impractical for the Office to attempt to consider 
newly submitted information. The application may be withdrawn 
from issue at this point, however, pursuant to § 1.313(b)(5) so that 
the information can be considered in a continuing application, or 
pursuant to § 1.313(b)(3) if applicant states that one or more 
claims are unpatentable over the information that is cited. It is 
further noted that it is applicants, not the Office, who make 
decisions on when and in which countries to file an application. 
U.S. inventors who may desire to seek patent protection in foreign 
countries have the ability to utilize the provisions of the Patent 
Cooperation Treaty and to delay the requirement to enter the 
national stage until after a search report on the invention is made. 
Comment 5]. One comment questioned whether a certification 
under § 1.97(e) could properly be made in situations where 
information known by the applicant but not considered material is 
cited by a foreign patent office more than three months later than 
the first knowledge by applicant. 

Reply: The language of § 1.97(e) has been modified to permit a 
certification to be made in the situation described in the comment. 
If an item of information is submitted within three months of being 
cited in a communication from a foreign patent office in a 
counterpart foreign patent application, the certification can be 
properly made regardless of any individual’s previous knowledge 
of the information. 

Comment 52. One comment stated that the three-month time 
period for submitting information from foreign patent offices under 
proposed § 1.97(e) might be too short because not all foreign 
offices provide copies of references and that the Office should 
provide for a petition in unusual circumstances. Five comments 
stated that a three-month time limit for filing foreign search reports 
is not reasonable but rather that six months would be more 
reasonable. 

Reply: The Office has chosen the three month time period as 
appropriate in view of all the factors involved in obtaining 
information and in the examination process. It should be noted that 
Office actions typically set a three-month shortened statutory 
period for response. A response to an Office action generally 
requires more time for preparation than is involved in the 
submitting of a foreign search report and copies of the documents 
cited. 

Comment 53. Five comments suggested that § 1.97(e) should 
permit a certification to be made if an individual knew of 
information for more than three months before it was filed but did 
not recognize its materiality or relevance to the application. 
Reply: The suggestion in the comments is not adopted. The Office 
desires to encourage prompt evaluation of information as to 
materiality by applicants and the Office so as to contribute to the 
efficiency and effectiveness of the examination process. It should 
be noted that an applicant is not required to delay the submission 
of information while evaluating materiality, but can submit the 
information pursuant to §§ 1.97 and 1.98. 

Comment 54. One comment stated that proposed § 1.97(e) should 
be clarified to specify that the certificates can be made regardless 
of the source of the information being submitted, so long as it is 
disclosed within three months of receipt. One comment stated that 
the three-month period of proposed § 1.97(e) should be measured 
from the receipt date of a communication from a foreign patent 
office. 

Reply: A certification under § 1.97(e) can be made if each item of 
information was cited in a communication from a foreign patent 
office in a counterpart foreign application not more than three 
months prior to filing the statement. A certification can also be 
made if no item of information was cited in a communication from 
a foreign patent office in a counterpart foreign application or was 
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known to any individual designated in § 1.56(c) more than three 
months prior to filing the information disclosure statement. The 
Office wishes to encourage prompt evaluation of the relevance of 
information and to have a date certain for determining if a 
certification can properly be made. Although it is recognized that 
an individual actually becomes aware of the information in the 
communication from a foreign patent office sometime after it was 
mailed, the mailing date of such a communication, if it occurs 
prior to a first awareness of the same information, would determine 
the date for filing of an information disclosure statement without a 
fee. The Office is willing to absorb any additional cost in 
considering such information relevant to patentability after the 
time set in proposed paragraph (b) only when it is clear that an 
applicant is diligent in providing the information to the Office. 
Comment 55. One comment stated that the cost of making a 
certification under § 1.97(e) would be more than the $200.00 fee 
proposed where no certification is made due to difficulties in 
obtaining information from foreign clients. The comment sug- 
gested that the rule provide for (1) the opportunity to provide 
documentation (as opposed to certification) illustrating when the 
information was received, and (2) the opportunity to submit 
information with increasing fees depending on when in the periods 
of § 1.97(c) and (d) the information is submitted. 

Reply: The suggestions in the comment are not adopted since they 
would add undue complexity to the rules and procedures. Further, 
the suggested provision of documentation, which presumably 
would be reviewed by someone in the Office, would probably add 
considerably to the overall expense of filing an information 
disclosure statement. No other comments indicated a desire for 
increasing fees depending on when the information is submitted. 
Comment 56. Two comments stated that proposed § 1.97(e) is 
ambiguous in using the language “to the knowledge of the person 
signing the certification” in that it could refer to “information and 
belief,” “actual knowledge of the facts” or “no knowledge to the 
contrary.” One comment stated that certifications should be able to 
be made on information and belief by a U.S. attorney or agent 
submitting a material reference received from a foreign patent 
attorney or agent, rather than requiring a certification from the 
foreign individual. Another comment suggested that the period 
should be calculated from when the applicant either knew or could 
have known of the reference because the U.S. attorney should not 
be penalized for delays from their foreign patent associates. 
Reply: The certification under § 1.97(e) should be made by a 
person who has knowledge of the facts being certified. The 
certification can be made by a practitioner who represents a 
foreign client and who relies on statements made by the foreign 
client as to the date the information first became known. A 
practitioner who receives information from a client without being 
informed whether the information was known for more than three 
months, however, cannot make the certification without making 
reasonable inquiry. 

Comment 57. One comment stated that the language of proposed 
§ 1.97(e) would preclude the use of the certification in an 
application by corporations whose practitioners have over the 
years reviewed thousands of patents and technical publications, 
even though they are unaware of the relevance of any one thereof 
to the application. 

Reply: The language of § 1.97(e) is not intended to preclude use of 
the certification by representatives of corporations. The certifica- 
tion can be based on present, good faith knowledge about when 
information became known without a search of files being made. 
The Office, however, does desire to have information considered 
promptly by applicants as to materiality and to have information 
submitted to the Office early in the prosecution of an application. 
Comment 58. One comment suggested that proposed § 1.97(e) 
should permit certification only as to information submitted within 
four months of receipt from a foreign patent office, with all other 
late-submitted information requiring a fee so as to not open a legal 
quagmire implicit in the proposed certification requirement. 
Reply: The suggestion in the comment is not adopted. The 
certification set forth in § 1.97(e) is preferable since it provides the 
avoidance of the payment of a fee by a person who is submitting 
information promptly to the Office. An applicant has the option 
under the circumstances described in § 1.97(c), however, to not 
make the certification and to pay the fee instead if so desired. 
Comment 59. One comment suggested that proposed § 1.97(f) be 
modified to specify that not less than one month will be given if a 
bona fide attempt is made to comply with § 1.98 but part of the 





1243 TMOG 654 
(165) 


required content is omitted. Another comment suggested that § 
1.97(f) should state that the Office will give (rather than may give) 
additional time for compliance with § 1.98. 

Reply: The suggestions in the comments are not adopted. The 
language of § 1.97(f) parallels present § 1.135(c) since the practice 
and considerations are similar for both rules. The Office intends to 
provide one month to comply with § 1.98 where a bona fide 
attempt has been made to do so. 

Comment 60. One comment stated that proposed § 1.97(f) should 
specify that the Office shall inform the applicant if a reference will 
not be considered due to noncompliance with § 1.98 so as to avoid 
any argument in litigation that a certain reference was not 
considered due to clerical noncompliance. 

Reply: The Office plans to notify applicants in accordance with §§ 
1.97(f) and (i) if submitted information will not be considered. The 
examiner will also indicate in the application record what infor- 
mation has been considered. Further details will appear in the 
Manual of Patent Examining Procedure in due course. 

Comment 61. One comment suggested that proposed § 1.97(g) 
should be modified to state that the filing of an information 
disclosure statement shall not be construed as a representation that 
no other material information exists such as is set forth in current 
§ 1.97(b). 

Reply: The suggestion in the comment has not been adopted since 
referring to “no other material information” would imply that the 
information being submitted was admitted to be material. There is 
no requirement that information being submitted be material to the 
application. 

Comment 62. One comment suggested that proposed § 1.97(h) be 
modified to state that information not considered by the Office will 
be deemed in all respects to have not been submitted by the 
applicant since this would make a noncompliant submission 
clearly not a fulfillment of the duty of candor. 

Reply: The suggestion in the comment is not adopted. The Office 
has no need or desire to rule on lack of fulfillment of the duty of 
candor in such a situation. The rules are drafted such that § 1.56 
sets forth what information is material to patentability and §§ 1.97 
and 1.98 set forth procedures to assure consideration of informa- 
tion by the Office. 

Comment 63. One comment stated the Office has a duty to consider 
information even if this involves withdrawing an application from 
issue or publishing a cancellation notice and that proposed § 
1.97(h) should be changed to so state. Another comment stated that 
it would be an abdication of the duty that the Office owes to the 
public for information in the file to be ignored since issuance of an 
invalid patent can be used to discourage others in the field. The 
comment suggested that the Office should leave in doubt whether 
the information will be considered or not. 

Reply: It is necessary for the Office to balance its need and desire 
to consider all information relevant to an application with its need 
for an efficient operation and its capability to consider information 
at various stages in the prosecution of an application. The Office is 
setting forth when information will and will not be considered to 
provide certainty for the public. 

Comment 64. One comment requested information on how a 
United States patent application or other information (§ 
1.98(a)(1)(iii)) should be listed on a PTO 1449 form. 

Reply: The PTO 1449 has been drafted so as to provide spaces for 
listing documents which are available to the public and which will 
be printed on the patent at issuance. Other information should be 
listed separately from the PTO 1449 form. 

Comment 65. One comment stated that § 1.98(a)(2)(i) should not 
require the submission by applicants of United States patents listed 
in an information disclosure statement since the Office is better 
equipped to provide examiners with copies of those documents 
than inventors and their attorneys. Alternatively, the comment 
suggested that the Office should establish a procedure whereby an 
order for the Office to provide the copies of the patents at the usual 
fee can accompany the information disclosure statement. 

Reply: At the present time, when the Automated Patent System has 
not been fully implemented, the overall cost of the Office obtaining 
copies of patents and associating them with application files would 
be greater than for applicants to provide copies with information 
disclosure statements. Presumably, the applicant would be using a 
copy of the patent in preparing the statement and could easily 
make a copy for submission to the Office. 
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Comment 66. One comment suggested that § 1.98(a)(2)(iii), as 
proposed, be clarified by substituting “except that no copy of a 
U.S. patent application need be included” for the proposed phrase 
“except a U.S. patent application.” Reply: The suggested clarifi- 
cation to the language of the rule has been adopted. 

Comment 67. A number of comments objected to the requirement 
in § 1.98(a)(3) for a concise explanation of the relevance of all 
items of information being submitted. 

Reply: In response to the comments, § 1.98(a)(3) has been 
modified to require a concise explanation only of patents, publi- 
cations or other information listed in an information disclosure 
statement that are not in the English language. Applicants may, if 
they wish, provide concise explanations of why English-language 
information is being submitted and how it is understood to be 
relevant. Concise explanations are helpful to the Office, particu- 
larly where documents are lengthy and complex and applicant is 
aware of a section that is highly relevant to patentability. 
Comment 68. Five comments stated that the proposed rules should 
be modified to state that if information is being submitted from a 
foreign search report, the requirement for a concise explanation in 
proposed § 1.98(a)(3) may be satisfied by submitting an English- 
language version of the search report. 

Reply: The language of § 1.98(a)(3) has been modified so that no 
concise explanation is required for information submitted in the 
English language. The concise explanation requirement for non- 
English language information may be met by the submission of an 
English language version of the search report indicating the degree 
of relevance found by the foreign office. It is not necessary that this 
detail be included in the rule. 

Comment 69. Five comments questioned whether the requirement 
in proposed§ 1.98(a)(3) would be satisfied by a statement that the 
references were cited in the prosecution of a parent application. 
Reply: The requirement in § 1 .98(a)(3) for a concise explanation of 
non-English language information would not be satisfied by a 
statement that a reference was cited in the prosecution of a parent 
application. The concise explanation must explain the relevance as 
presently understood by the person designated in § 1.56(c) most 
knowledgeable about the content of the information. 

Comment 70. One comment suggested that proposed § 1.98(a)(3) 
should be modified to require a concise explanation of “what is 
believed to be” the relevance of information listed to avoid the 
accusation of violation of duty of disclosure merely because more 
relevant portions of the information are later found. Another 
comment suggested that the concise explanation should state what 
is “reasonably understood by the person submitting the statement.” 
Another comment stated that the applicant should be required to 
explain (1) only what is understood or believed about the item of 
information at the time the disclosure is made, or (2) why the item 
is listed. 

Reply: The suggestions in the comments have been substantially 
adopted in modifying the language of § 1.98(a)(3). 

Comment 71. One comment stated that proposed § |.98(b) should 
not require the date (unless material) and place of publication of 
journal articles since such information is not given on search 
reports from foreign patent offices or on journals published by the 
American Chemical Society, which just give the year. Another 
comment indicated that sometimes it is not clear where the place 
of publication is. 

Reply: The suggestions in the comments are not adopted. The date 
of publication is necessary for the Office to be able to determine if 
the information may be used in a rejection of the claims in an 
application. The place of publication refers to the name of the 
journal, magazine or other publication in which the article was 
pubiished, which should be available in the vast majority of cases. 
Comment 72. One comment suggested that § 1.98(c) should not 
require a translation of a non-English language document to be 
filed if a translation is within the possession, custody or control of 
an individual designated in § 1.56(c) because such person may not 
recall that there is a translation somewhere in the records of the 
individual, perhaps having been made for another application 
years earlier. 

Reply: The requirement of the rule for a translation to be submitted 
under limited conditions is not a change in practice. See prior §§ 
1.56(j) and 1.97(b). Since the requirement has caused little, if any, 
problem in the past, the suggestion of the comment is not adopted. 
Comment 73. One comment suggested that § 1.98(c) should be 
revised to make it clear that a reference that is essentially 
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cumulative to another reference need not be listed in an informa- 
tion disclosure statement. Reply: The concept that cumulative 
information is not material is set forth in § 1.56(b). Section 1.98 
does not deal with what information must be submitted, but 
provides an exception for cumulative information to the require- 
ment for a copy to be submitted of each item of information listed 
in an information disclosure statement. 

Comment 74. One comment stated that a sentence in the preamble 
discussion of proposed § 1.98(c) was burdensome because it 
would require submission of incomplete or inexact translations 
which may have been made of an item of information. The 
sentence in question reads: 


“But if the individual has the ability to translate the 
non-English language into English and has done so for the 
purposes of reviewing the information relative to the 
claimed invention, the translation would be considered 
‘readily available.” 


Another comment stated that proposed § 1.98(c) should be 
modified to require a translation if the non-English language 
document is to be considered by the examiner since the attorney 
would want to prepare an accurate translation of particularly 
relevant references. One comment suggested that § 1.98(c), or the 
preamble discussion, should make it clear that an English- lan- 
guage translation of a foreign language material reference need not 
be submitted where an individual merely reads in the reference in 
its original language and translates it mentally but does not prepare 
a written translation. Five other comments requested clarification 
on this point. 

Reply: The Office does not intend to require translations unless 
they have been reduced to writing and are actually translations of 
what is contained in the non-English language information. 
Applicants should note, however, that most examiners do not have 
the ability to understand information which is not in English and 
that the Office will not routinely translate information submitted in 
a non-English language. The examiner will consider the informa- 
tion insofar as it is understood on its face, e.g., drawings, chemical 
formulas, English-language abstracts, but will not have the infor- 
mation translated unless it appears to be necessary to do so. 
Applicants are required to aid the examiner by complying with the 
requirements for a concise explanation in § 1.98(a)(3) for infor- 
mation submitted in a non-English language. 

Comment 75. One comment stated that § 1.98(d) should be 
clarified to state that a copy of an item of information listed in an 
information disclosure statement need not be submitted if the 
reference was cited by the Office or previously submitted to the 
Office in connection with a prior application. 

Reply: The suggestion in the comment is adopted. The language of 
§ 1.98(d) has been modified to state that a copy of an item of 
information is not required if it was previously cited by the Office 
or previously submitted to the Office in a prior application being 
relied on for an earlier filing date under 35 U.S.C. 120. 
Comment 76.One comment suggested that proposed § 1.98(d) 
should be revise d to not require the submission of a copy of the 
information listed in an information disclosure statement if a copy 
of the information has previously been submitted to the Office in 
a prior application, whether or not the earlier application is being 
relied upon for an earlier filing date under 35 U.S.C. 120. 
Reply: The suggestion in the comment is not adopted. The 
exception to the requirement for a copy of each item of informa- 
tion to be submitted has been made with regard to prior applica- 
tions which will normally be available to, and considered by, the 
examiner. It would not be efficient for the examiner to be required 
to seek out unrelated application files to obtain a copy of an item 
of information when a copy could easily be submitted by appli- 
cant. 

Comment 77. One comment questioned what would be considered 
“timely” under § 1.291 so that information would be considered by 
the examiner without payment of a fee, in contrast to proposed § 
1.97 which may require a fee. 

Reply: Section 1.291 has not been amended to redefine timeliness. 
The comment seems to imply that the fee requirements of § 1.97 
can be avoided through the use of a protest submitting information, 
but such a course of action might raise questions regarding 
compliance with the duty of candor and good faith required in 
dealings with the Office. 


U.S. PATENT AND TRADEMARK OFFICE 


1243 TMOG 655 
(165) 


Comment 78. One comment stated that the Office should not drop 
the acknowledgment of a protest having been filed under § 1.291 
in a reissue application because the acknowledgment served as an 
indication that the protest had been received in the examining 
group from the mail room. 

Reply: The suggestion in the comment is not adopted. Any 
perceived benefit from retaining the acknowledgment is out- 
weighed by the administrative burden it causes. There is no good 
reason to treat the filing of protests in reissue applications 
differently from the filing of protests in original applications or 
from the filing of other papers in the Office. 

Comment 79. One comment questioned whether an application 
could be withdrawn from issue pursuant to proposed § 1.313(b)(5) 
without admitting unpatentability. 

Reply: There is no requirement that unpatentability must be 
admitted before an application can be withdrawn from issue 
pursuant to § 1.313(b)(5). The rule provides for applications to be 
withdrawn from issue and abandoned for consideration of infor- 
mation in a continuing application. This differs from a petition 
under § 1.313(b)(3) based on unpatentability of one or more 
claims. 

Comment 80. One comment questioned whether, if an application 
is withdrawn from issue pursuant to proposed § 1.313(b)(5), an 
information disclosure statement can be submitted in the continu- 
ing application under § 1.97(b) without a certification. 

Reply: A continuing application is treated like any other applica- 
tion with regard to the times set forth in § 1.97(b). Thus, for 
example, an information disclosure statement could be filed 
without a fee or certification in a continuing application within 
three months of the filing date of the continuing application. 
Comment 81]. One comment questioned whether an application 
withdrawn from issue pursuant to § 1.313(b)(5) could have new art 
and amendments considered in that application rather than in a 
continuing application. The comment also questioned the handling 
of applications withdrawn from issue pursuant to § 1.313(b)(3). 
Reply: The language of § 1.313(b)(5) makes it clear that an 
application withdrawn from issue thereunder is to be abandoned 
without further prosecution. This differs from an application 
withdrawn from issue pursuant to § 1.313(b)(3) because applicant 
had admitted the unpatentability of one or more claims. 
Comment 82. One comment questioned whether the continuing 
application mentioned in proposed § 1.313(b)(5) could be a file 
wrapper continuing application under § 1.62 and how applicants 
can accomplish the withdrawal from issue under proposed § 
1.313(b) late in the prosecution of an application. 

Reply: The continuing application mentioned in § 1.313(b)(5) can 
be a file wrapper continuing application under 1.62. Even though 
§ 1.62 requires a file wrapper continuing application to be filed 
before the payment of the issue fee, the Office will consider the 
filing of a petition to withdraw from issue under § 1.313(b)(5) as 
sufficient grounds to waive that requirement of § 1.62. Late in the 
prosecution of an application, the Office has difficulty in matching 
papers with the application file. Papers requesting that an appli- 
cation be withdrawn from issue after the issue fee is paid should be 
directed, or preferably hand-carried, to the Office of Petitions in 
the Office of the Assistant Commissioner for Patents. 

Comment 83. Seven comments suggested that § 1.555(a) should 
not be amended to require the submission of “all information 
material to patentability” since a reexamination proceeding is 
limited to consideration of patents and printed publications. 
Reply: The suggestion in the comments has been adopted. A 
paragraph (b), which defines what information is material to 
patentability in a reexamination proceeding, has been added to the 
rule. 

Comment 84. One comment suggested that proposed § 1.555(a) 
should be modified to make clear that there is no duty of disclosure 
on employees of a corporate patent owner if the employees are not 
substantively involved in the preparation of the reexamination 
request or the reexamination proceeding. 

Reply: The suggestion in the comment to modify the language in 
§ 1.555(a) has not been adopted. The rule refers to individuals who 
are substantively involved on behalf of the patent owner in a 
reexamination proceeding. 

Comment 85. Two comments stated that the Office should consider 
fraud or other inequitable conduct issues in interference proceed- 
ings. 

Reply: The suggestion in the comments has been adopted. The 
Office will consider inequitable conduct issues in interference 
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proceedings as announced on November 19, 1991, in the Official 
Gazette of the Patent and Trademark Office at 1132 Off. Gaz. Pat. 
Off. 33. 

Comment 86. One comment requested more examples with regard 
to proposed § 10.23(c)(10) of what alteration or combination of 
alterations in a declaration would be considered material. 

Reply: It is not the function of the rules or the rulemaking process 
to provide a detailed listing of what alterations may be considered 
to be improper. This consideration will necessarily be made in 
view of the totality of the circumstances involved. Practitioners 
would be well advised to avoid filing applications which contain 
alterations which have not been initialed and dated. 

Comment 87. Two comments stated that § 10.23(c)(10) should be 
amended to prohibit knowingly attempting to mislead the Office in 
the drafting or prosecution of a patent application. One comment 
stated that attempted fraud or inequitable conduct would not be 
prohibited by proposed 10.23(c)(10) because such conduct would 
not be a violation of proposed §§ 1.56 or 1.555. 

Reply: No amendment is necessary to the language of § 
10.23(c)(10). It should be noted that the duty of candor and good 
faith in dealing with the Office is included in §§ 1.56 and 1.555. 
This duty includes a prohibition against knowingly attempting to 
mislead the Office 

Comment 88. Five comments stated that it would be unfair to 
impose the new disclosure requirements and fees on applications 
that are pending before the Office on the effective date of the new 
rule. Another comment stated that the rules should be immediately 
effective for all pending applications with some grace period for 
making the initial disclosure without penalty and without fee 
Reply: The Office will apply the new rules to all applications 
pending on, or filed on or after, the effective date of the rules. 
While this implementation may cause some burden on some 
applicants, other applicants will obtain benefits not otherwise 
available. This decision will also ease the administrative burden on 
the Office in implementing the new rules. 


Other Considerations 


The rule change is in conformity with the requirements of the 
Regulatory Flexibility Act, 5 U.S.C. 601 et seq., Executive Orders 
12291 and 12612, and the Paperwork Reduction Act of 1980, 44 
U.S.C. 3501 et seq. 


The General Counsel of the Department of Commerce has 
certified to the Smal! Business Administration that the rule change 
will not have a significant adverse economic impact on a substan- 
tial number of small entities (Regulatory Flexibility Act, 5 U.S.C. 
605(b)) because the rules as adopted do not require individuals to 
submit information that they are not already aware of and are not 
already under an obligation to provide to the Office. The rules 
further promote the efficiency of the examination process by 
encouraging a timely submission of an information disclosure 
statement and by substantially eliminating rejections based on 
inequitable conduct, thereby reducing the costs to all patent 
applicants. 


The Patent and Trademark Office has determined that this rule 
change is not a major rule under Executive Order 12291. The 
annual effect on the economy will be less than $100 million. There 
will be no major increase in costs or prices for consumers, 
individual industries, Federal, state or geographic regions. There 
will be no significant adverse effects on competition, employment, 
investment, productivity or innovation, or on the ability of the 
United States-based enterprises to compete with foreign-based 
enterprises in domestic or export markets. 


The Patent and Trademark Office has also determined that this 
rule change has no Federalism implications affecting the relation- 
ship between the National Government and the States as outlined 
in Executive Order 12612. 


This rule contains a collection of information requirement 
subject to the Paperwork Reduction Act, which has previously 
been approved by the Office of Management and Budget under 
Control No. 0651-0011. Each information disclosure statement is 
estimated to take approximately 30 minutes, including time for 
reviewing instructions, gathering and maintaining data needed, 
and completing and reviewing the collection of information. The 
time estimate has been reduced from that stated in the proposal 
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since the requirement for a concise explanation of the relevance of 
each item of information cited in an information disclosure 
statement has been limited to information submitted in a language 
other than English. Send comments regarding this burden estimate 
Patent and Trademark Office, Office of Management and Organi- 
zation, and to the Office of Information and Regulatory Affairs, 
Office of Management and Budget, Washington, D.C. 20503. 
(Attention Paper Reduction Project 0651-0011) 


List of Subjects 

37 CFR Part 1 

Administrative practice and procedure, Inventions and patents, 
Reporting and record keeping requirements, Small businesses. 
37 CFR Part 10 

Administrative practice and procedure, Inventions and patents, 
Lawyers, Reporting and record keeping requirements. 


For the reasons set forth in the preamble, 37 CFR Parts | and 10 
are amended as follows: 


Part | - Rules of Practice in Patent Cases 
1. The authority citation for Part | continues to read as follows: 
Authority: 35 U.S.C. 6, unless otherwise noted. 


2. In § 1.17, paragraph(i)(1) is revised and paragraph (p) is 
added to read as follows: 
§ 1.17 Patent application processing fees. 
(i)(1) For filing a petition to the Commissioner under a section 
of this part listed below which refers to this paragraph .... 130.00 
§1.12--for access to an assignment record. 
§1.14--for access to an application. 
§1.53--to accord a filing date. 
§1.55--for entry of late priority papers. 
§1.60--to accord a filing date. 
§1.62--to accord a filing date 
97(d)--to consider an information disclosure statement. 
103--to suspend action in application. 
177--for divisional reissues to issue separately. 
.312--for amendment after payment of issue fee. 
.313--to withdraw an application from issue. 
.314--to defer issuance of a patent. 


334--for patent to issue to assignee, assignment recorded 


666(b)--for access to interference settlement agreement. 


. 


(p) For submission of an information disclosure statement under 
A RRR SER Steet alee eres Bene Rie ROE ER eee $200.00 


3. Section 1.28, paragraph (d)(2) is revised to read as follows: 


§1.28 Effect on fees of failure to establish status, or change status, 
as a small entity. 


ii) *** 


(2) Improperly and with intent to deceive 
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(i) establishing status as a small entity, 
or 
(ii) paying fees as a small entity shall 


be considered as a fraud practiced or attempted on the 
Office. 


4. Section 1.51, paragraph (b) is revised to read as follows: 
§1.51 General requisites of an application. 


ee Ee 


(b) Applicants are encouraged to file an information disclosure 
statement. See §§ 1.97 and 1.98. 


5. Section 1.52, paragraph (c) is revised to read as follows: 
§1.52 Language, paper, writing, margins. 


kK KK * 


(c) Any interlineation, erasure, cancellation or other alteration of 
the application papers filed should be made before the signing of 
any accompanying oath or declaration pursuant to § 1.63 referring 
to those application papers and should be dated and initialed or 
signed by the applicant on the same sheet of paper. Application 
papers containing alterations made after the signing of an oath or 
declaration referring to those application papers must be supported 
by a supplemental oath or declaration under § 1.67(c). After the 
signing of the oath or declaration referring to the application 
papers, amendments may be made in the manner provided by §§ 
1.121 and 1.123 through 1.125. 


ke KK 


6. Section 1.56 is revised to read as follows: 


§1.56 Duty to disclose information material to patentability. 


(a) A patent by its very nature is affected with a public interest. 
The public interest is best served, and the most effective patent 
examination occurs when, at the time an application is being 
examined, the Office is aware of and evaluates the teachings of all 
information material to patentability. Each individual associated 
with the filing and prosecution of a patent application has a duty of 
candor and good faith in dealing with the Office, which includes a 
duty to disclose to the Office all information known to that 
individual to be material to patentability as defined in this section. 
The duty to disclose information exists with respect to each 
pending claim until the claim is cancelled or withdrawn from 
consideration, or the application becomes abandoned. Information 
material to the patentability of a claim that is cancelled or 
withdrawn from consideration need not be submitted if the 
information is not material to the patentability of any claim 
remaining under consideration in the application. There is no duty 
to submit information which is not material to the patentability of 
any existing claim. The duty to disclose all information known to 
be material to patentability is deemed to be satisfied if all 
information known to be material to patentability of any claim 
issued in a patent was cited by the Office or submitted to the Office 
in the manner prescribed by §§ 1.97(b)-(d) and 1.98. However, no 
patent will be granted on an application in connection with which 
fraud on the Office was practiced or attempted or the duty of 
disclosure was violated through bad faith or intentional miscon- 
duct. The Office encourages applicants to carefully examine; (1) 
prior art cited in search reports of a foreign patent office in a 
counterpart application, and (2) the closest information over which 
individuals associated with the filing or prosecution of a patent 
application believe any pending claim patentably defines, to make 
sure that any material information contained therein is disclosed to 
the Office. 


(b) Under this section, information is material to patentability 
when it is not cumulative to information already of record or being 
made of record in the application, and 
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(1) it establishes, by itself or in combination with other 
information, a prima facie case of unpatentability of a claim: 
or 


(2) it refutes, or is inconsistent with, a position the applicant 
takes in: 


(1) Opposing an argument of unpatentability relied on by 
the Office, or 


(ii) asserting an argument of patentability. 


A prima facie case of unpatentability is established when the 
information compels a conclusion that a claim is unpatentable 
under the preponderance of evidence, burden-of-proof standard, 
giving each term in the claim its broadest reasonable construction 
consistent with the specification, and before any consideration is 
given to evidence which may be submitted in an attempt to 
establish a contrary conclusion of patentability. 


(c) Individuals associated with the filing or prosecution of a 
patent application within the meaning of this section are: 


(1) each inventor named in the application; 


(2) each attorney or agent who prepares or prosecutes the 
application; and 

(3) every other person who is substantively involved in the 
preparation or prosecution of the application and who is 
associated with the inventor, with the assignee or with anyone 
to whom there is an obligation to assign the application. 


(d) Individuals other than the attorney, agent or inventor may 
comply with this section by disclosing information to the attorney, 
agent, or inventor. 


7. Section 1.63, paragraphs (b)(3) and (d) are revised to read as 
follows: 


$1.63 Oath or declaration. 


(b) * * * 


(3) Acknowledges the duty to disclose to the Office all infor- 
mation known to the person to be material to patentability as 
defined in §1.56. 


(d) In any continuation-in-part application filed under the 
conditions specified in 35 U.S.C. 120 which discloses and claims 
subject matter in addition to that disclosed in the prior copending 
application, the oath or declaration must also state that the person 
making the oath or declaration acknowledges the duty to disclose 
to the Office all information known to the person to be material to 
patentability as defined in §1.56, which became available between 
the filing date of the prior application and the national or PCT 
international filing date of the continuation-in-part application. 


8. Section 1.67 is amended by adding a new paragraph (c) to 
read as follows: 


§1.67 Supplemental oath or declaration. 
xe REX 


(c) A supplemental oath or declaration meeting the requirements 
of § 1.63 must also be filed if the application was altered after the 
oath or declaration was signed or if the oath or declaration was 
signed: 

(1) in blank; 

(2) without review thereof by the person making the oath or 
declaration; or 

(3) without review of the specification, including the claims, 
as required by § 1.63(b)(1). 


9. Section 1.97 is revised to read as follows: 
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§1.97 Filing of information disclosure statement. 


(a) In order to have information considered by the Office during 
the pendency of a patent application, an information disclosure 
statement in compliance with § 1.98 should be filed in accordance 
with this section. 


(b) An information disclosure statement shall be considered by 
the Office if filed: 


(1) within three months of the filing date of a national 
application; 


(2) within three months of the date of entry of the national 
stage as set forth in § 1.491 in an international application; or 


(3) before the mailing date of a first Office action on the 
merits, whichever event occurs last. 


(c) An information disclosure statement shall! be considered by 
the Office if filed after the period specified in paragraph (b) of this 
section, but before the mailing date of either 


(1) a final action under § 1.113 or 


(2) a notice of allowance under § 1.311, whichever occurs 
first, provided the statement is accompanied by either a 
certification as specified in paragraph (e) of this section or the 
fee set forth in § 1.17(p) 


(d) An information disclosure statement shall be considered by 
the Office if filed after the mailing date of either 


(1) a final action under § 1.113 or 


(2) a notice of allowance under § 1.311, whichever occurs 
first, but before payment of the issue fee, provided the 
statement is accompanied by: 


(i) a certification as specified in paragraph (e) of this 
section, 


(ii) a petition requesting consideration of the information 
disclosure statement, and 


(iii) the petition fee set forth in § 1.17(i)(1). 
(e) A certification under this section must state either 


(1) that each item of information contained in the information 
disclosure statement was cited in a communication from a 
foreign patent office in a counterpart foreign application not 
more than three months prior to the filing of the statement, or 


(2) that no item of information contained in the information 
disclosure statement was cited in a communication from a 
foreign patent office in a counterpart foreign application or, to 
the knowledge of the person signing the certification after 
making reasonable inquiry, was known to any individual 
designated in § 1.56(c) more than three months prior to the 
filing of the statement. 


(f) No extensions of time for filing an information disclosure 
Statement are permitted under § 1.136. If a bona fide attempt is 
made to comply with § 1.98, but part of the required content is 
inadvertently omitted, additional time may be given to enable full 
compliance. 


(g) An information disclosure statement filed in accordance with 
this section shall not be construed as a representation that a search 
has been made. 


(h) The filing of an information disclosure statement shall not be 
construed to be an admission that the information cited in the 
statement is, or is considered to be, material to patentability as 
defined in § 1.56(b). 


(i) Information disclosure statements, filed before the grant of a 


patent, which do not comply with this section and § 1.98 will be 
placed in the file, but will not be considered by the Office. 


10. Section 1.98 is revised to read as follows: 
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§ 1.98 Content of information disclosure statement. 


(a) Any information disclosure statement filed under § 1.97 shall 
include: 


(1) A list of all patents, publications, or other information 
submitted for consideration by the Office; 


(2) A legible copy of: 
(i) Each U.S. and foreign patent: 


(ii) Each publication or that portion which caused it to be 
listed: and 


(iii) All other information or that portion which caused it to 
be listed, except that no copy of a U.S. patent application 
need be included; and 


(3) A concise explanation of the relevance, as it is presently 
understood by the individual designated in § 1.56(c) most 
knowledgeable about the content of the information, of each 
patent, publication, or other information listed that is not in 
the English language. The concise explanation may be either 
separate from the specification or incorporated therein. 


(b) Each U.S. patent listed in an information disciosure state- 
ment shall be identified by patentee, patent number and issue date. 
Each foreign patent or published foreign patent application shall 
be identified by the country or patent office which issued the patent 
or published the application, an appropriate document number, and 
the publication date indicated on the patent or published applica- 
tion. Each publication shall be identified by author (if any), title, 
relevant pages of the publication, date and place of publication. 


(c) When the disclosures of two or more patents or publications 
listed in an information disclosure statement are substantively 
cumulative, a copy of one of the patents or publications may be 
submitted without copies of the other patents or publications 
provided that a statement is made that these other patents or 
publications are cumulative. If a written English-language trans- 
lation of a non-English language document, or portion thereof, is 
within the possession, custody or control of, or is readily available 
to any individual designated in § 1.56(c), a copy of the translation 
shall accompany the statement. 


(d) A copy of any patent, publication or other information listed 
in an information disclosure statement is not required to be 
provided if it was previously cited by or submitted to the Office in 
a prior application, provided that the prior application is properly 
identified in the statement and relied upon for an earlier filing date 
under 35 U.S.C. 120. 


11. Section 1.99 is removed and reserved. 


12. Section 1.175, paragraph (a)(7), is revised to read as 
follows: 


§ 1.175 Reissue oath or declaration. 
wt? 
(7) Acknowledging the duty to disclose to the Office all 
information known to applicants to be material to patentabil- 
ity as defined in § 1.56. 
*ekK ES 
13. Section 1.193(c) is removed and reserved. 


§ 1.193 Examiner's Answer 


14. Section 1.291, paragraphs (a) and (c), are revised to read as 
follows: 


§ 1.291 Protests by the public against pending applications. 


(a) Protests by a member of the public against pending appli- 
cations will be referred to the examiner having charge of the 
subject matter involved. A protest specifically identifying the 
application to which the protest is directed will be entered in the 
application file if: 
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(1) the protest is timely submitted; and 


(2) the protest is either served upon the applicant in accor- 
dance with § 1.248, or filed with the Office in duplicate in the 
event service is not possible. 

Protests raising fraud or other inequitable conduct issues will 
be entered in the application file, generally without comment 
on those issues. Protests which do not adequately identify a 
pending patent application will be disposed of and will not be 
considered by the Office. 


(c) A member of the public filing a protest in an application 
under paragraph (a) of this section will not receive any commu- 
nications from the Office relating to the protest, other than the 
return of a self-addressed postcard which the member of the public 
may include with the protest in order to receive an acknowledg- 
ment by the Office that the protest has been received. The Office 
may communicate with the applicant regarding any protest and 
may require the applicant to respond to specific questions raised by 
the protest. In the absence of a request by the Office, an applicant 
has no duty to, and need not, respond to a protest. The limited 
involvement of the member of the public filing a protest pursuant 
to paragraph (a) of this section ends with the filing of the protest, 
and no further submission on behalf of the protestor will be 
considered unless such submission raises new issues which could 
not have been earlier presented. 


15. Section 1.313, paragraph (b), is revised to read as follows: 
§ 1.313 Withdrawal from issue. 


** eK * 


(b) When the issue fee has been paid, the application will not be 
withdrawn from issue for any reason except: 


(1) a mistake on the part of the Office; 


(2) a violation of § 1.56 or illegality in the application; 


(3) unpatentability of one or more claims; 
(4) for interference; or 


(5) for abandonment to permit consideration of an informa- 
tion disclosure statement under § 1.97 in a continuing 
application. 


16. Section 1.555 is revised to read as follows: 


§ 1.555 Information material to patentability in reexamination 
proceedings. 


(a) A patent by its very nature is affected with a public interest. 
The public interest is best served, and the most effective reexami- 
nation occurs when, at the time a reexamination proceeding is 
being conducted, the Office is aware of and evaluates the teachings 
of all information material to patentability in a reexamination 
proceeding. Each individual associated with the patent owner in a 
reexamination proceeding has a duty of candor and good faith in 
dealing with the Office, which includes a duty to disclose to the 
Office all information known to that individual to be material to 
patentability in a reexamination proceeding. The individuals who 
have a duty to disclose to the Office all information known to them 
to be material to patentability in a reexamination proceeding are 
the patent owner, each attorney or agent who represents the patent 
owner, and every other individual who is substantively involved on 
behalf of the patent owner in a reexamination proceeding. The 
duty to disclose the information exists with respect to each claim 
pending in the reexamination proceeding until the claim is 
cancelled. Information material to the patentability of a cancelled 
claim need no be submitted if the information is not material to 
patentability of any claim remaining under consideration in the 
reexamination proceeding. The duty to disclose all information 
known to be material to patentability in a reexamination proceed- 
ing is deemed to be satisfied if all information known to be 
material to patentability of any claim in the patent after issuance of 
the reexamination certificate was cited by the Office or submitted 
to the Office in an information disclosure statement. However, the 
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duties of candor, good faith, and disclosure have not been 
complied with if any fraud on the Office was practiced or 
attempted or the duty of disclosure was violated through bad faith 
or intentional misconduct by, or on behalf of, the patent owner in 
the reexamination proceeding. Any information disclosure state- 
ment must be filed with the items listed in § 1.98 as applied to 
individuals associated with the patent owner in a reexamination 
proceeding, and should be filed within two months of the date of 
the order for reexamination, or as soon thereafter as possible. 


(b) Under this section, information is material to patentability in 
a reexamination proceeding when it is not cumulative to informa- 
tion of record or being made of record in the reexamination 
proceeding, and 


(1) it is a patent or printed publication that establishes, by 
itself or in combination with other patents or printed publi- 
cations, a prima facie case of unpatentability of a claim; or 


(2) it refutes, or is inconsistent with, a position the patent 
owner takes in: 


(i) opposing an argument of unpatentability relied on by the 
Office, or 


(ii) asserting an argument of patentability. 


A prima facie case of unpatentability of a claim pending in a 
reexamination proceeding is established when the information 
compels a conclusion that a claim is unpatentable under the 
preponderance of evidence, burden-of-proof standard, giving each 
term in the claim its broadest reasonable construction consistent 
with the specification, and before any consideration is given to 
evidence which may be submitted in an attempt to establish a 
contrary conclusion of patentability. 


(c) The responsibility for compliance with this section rests 
upon the individuals designated in paragraph (a) of this section and 
no evaluation will be made by the Office in the reexamination 
proceeding as to compliance with this section. If questions of 
compliance with this section are discovered during a reexamina- 
tion proceeding, they will be noted as unresolved questions in 
accordance with § 1.552(c). 


Part 10 - Representation of Others Before the Patent and Trade- 
mark Office 


17. The authority citation for Part 10 continues to read as 
follows: 


Authority: 5 U.S.C. 500; 15 U.S.C. 1123; 35 U.S.C. 6, 31, 32, 41. 


18. Section 10.23, paragraphs (c)(10) and (c)(11), are revised to 
read as follows: 


§ 10.23 Misconduct. 


t= 


(10) Knowingly violating or causing to be violated the 
requirements of § 1.56 or § 1.555 of this subchapter. 


(11) Knowingly filing or causing to be filed an application 
containing any material alteration made in the application 
papers after the signing of the accompanying oath or decla- 
ration without identifying the alteration at the time of filing 

the application papers. 

Jan 9, 1992 HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 
of Patents and Trademarks 
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(166) Advance Notice of Change to 
“References Cited” on the 


Front Page of a Patent 


Beginning with patents printed after January |, 2001, the United 
States Patent and Trademark Office (USPTO) will indicate refer- 
ences listed by a patent examiner on a “Notice of References 
Cited,” Form PTO-892, with an asterisk in the “References Cited” 
section of the front page of a patent document 


Indication of whether or not a reference was listed by the 
examiner will be helpful in compiling statistical data related to 
prior art submissions so that the USPTO can better consider 
whether changes are required to the rules governing prior art 
statements. In the past, the Office has conducted numerous surveys 
of application files for information regarding prior art statements, 
manually reviewing the application files to retrieve information 
regarding references cited. While future surveys will still include 
manual review of application files, e.g., for the length of docu- 
ments cited by applicants, compiling data regarding information 
cited by other than the examiner will be more efficient with this 
new indication. 


Indication of a reference with an asterisk should not be 
considered to reflect any significance other than that the reference 
was listed on a “Notice of References Cited,” Form PTO-892. 
When an examiner lists references on a Form PTO-892, the 
examiner lists references that are relied upon in a prior art rejection 
or mentioned as pertinent. See Manual of Patent Examining 
Procedure (MPEP) Section 707.05(c), 7 Ed., Rev. 1 (Feb. 2000). 
The examiner does not list references which were previously cited 
by the applicant (and initialed by an examiner) on an Information 
Disclosure Statement, for example, on a PTOL-1449. See MPEP 
Sections 609 and 707.05(b), (c) and (d). No distinction will be 
made in the “References Cited” section for other sources of 
references. Thus, references cited in a protest, by an attorney or 
agent not acting in a representative capacity but on behalf of a 
single inventor, and by the applicant will not be distinguished. 


All electronic versions of the patent will have some indication 
of which references were cited by the examiner. The paper version 
and the electronic images of the front page will show an asterisk 
as indicated below. 


An example how the “References Cited” section of the patent 
will appear is as follows: 


[56] References Cited 


U.S. PATENT DOCUMENTS 


2,234,192 
4,991,048 
5,000,186 
5,000,993 * 


7/1955 
8/1990 
12/1991 
12/1991 


Greene 75/507 
PN sasentchcecsstsccleomiesepecieial 206/207 
a cdnrssa ciicontsiigiancnaione 267/340 
Thomas et al 75/507 


FOREIGN PATENT DOCUMENTS 


9500000 * 
2-00000 ° 
9400000 


6/1995 
6/1990 
9/1994 


ON iicciadcicicontvincpieanenoen 75/507 
nT 75/507 
United Kingdom. 


OTHER PUBLICATIONS 


Hill, “Ferrous Precipitation,” Journal of the American Defenes- 
tration Association, Jan. 1989, Pages 34—46. * 


Clymerhill-Irons, “Ferrous Ascension for the Eighties,” Pro- 
ceedings of the International Ferrous Ascension Society, Jan.-Mar. 
1979, Pages 1111-1163. 


*cited by examiner 
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Questions regarding this notice may be directed to Karin Tyson, 
Senior Legal Advisor, Office of Patent Legal Administration, 
Office of the Deputy Commissioner for Patent Examination Policy, 
by telephone at (703)306-3159, by facsimile at (703) 872- 9411. or 
by e-mail to karin.tyson@uspto.qov. 
Nov. 29, 2000 NICHOLAS P. GODICI 


Commissioner for Patents 
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(167) Disclosure Document Program 

This notice consolidates and supersedes the notices of Mar. 26, 
1969 (862 O.G. 1) and Aug. 11, 1970 (878 O.G. 1) relating to the 
Patent Office Disclosure Document Program. Under this program 
the Patent Office accepts and preserves, for a period of two years, 
papers referred to as “Disclosure Documents.” These papers may 
be used as evidence of the dates of conception of inventions. 


The Program 


A paper disclosing an invention and signed by the inventor or 
inventors may be forwarded to the Patent Office by the inventor (or 
by any one of the inventors when there are joint inventors), by the 
owner of the invention, or by the attorney or agent of the 
inventor(s) or owner. It will be retained for two years and then be 
destroyed unless it is referred to in a separate letter in a related 
patent application within said two years. 

A Disclosure Document is not a patent application and the date 
of its receipt in the Patent Office will not become the effective 
filing date of any patent application subsequently filed. However, 
like patent applications, these documents will be kept in confi- 
dence by the Patent Office. If patent protection is desired, a patent 
application should be filed as soon as possible. 

This program does not diminish the value of conventional 
witnessed and notarized records as evidence of conception of an 
invention, but it should provide a more credible form of evidence 
than that provided by the popular practice of mailing a disclosure 
to oneself or another person by registered mail. The program is 
made available as a service to those persons desiring to use it. 


Content of Disclosure Document 


Although there are no restrictions as to content and claims are 
not necessary, the benefits afforded by a Disclosure Document will 
depend directly upon the adequacy of the disclosure. Therefore, it 
is strongly urged that the document contain a clear and complete 
explanation of the manner and process of making and using the 
invention in sufficient detail to enable a person having ordinary 
knowledge in the field of the invention to make and use the 
invention. When the nature of the invention permits, a drawing or 
sketch should be included. The use or utility of the invention 
should be described, especially in chemical inventions. 

The Disclosure Document must be limited to written matter or 
drawings on paper or other thin, flexible material, such as linen or 
plastic drafting material, having dimensions or being folded to 
dimensions not to exceed 8 1/2 by 13 inches. Photographs also are 
acceptable. Each page should be numbered. Text and drawings 
should be sufficiently dark to permit reproduction with commenly 
used office copying machines. 

A $10 fee is charged for filing a Disclosure Document. Payment 
must accompany the Disclosure Document when it is submitted to 
the Patent Office. 

In addition to the $10 fee, the Disclosure Document must be 
accompanied by a stamped, self-addressed envelope and a separate 
paper in duplicate, signed by the inventor, stating that he is the 
inventor and requesting that the material be received for process- 
ing under the Disclosure Document Program. The papers will be 
stamped by the Patent Office with an identifying number and date 
of receipt, and the duplicate request will be returned in the 
self-addressed envelope together with a warning notice indicating 
that the Disclosure Document may be relied upon only as evidence 
and that a patent application should be diligently filed if patent 
protection is desired. The inventor’s request may take the follow- 
ing form: 
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“The undersigned, being the inventor of the disclosed invention, 
requests that the enclosed papers be accepted under the Disclosure 
Document Program, and that they be preserved for a period of two 
years.” 


Retention 


The Disclosure Document will be preserved in the Patent Office 
for two years after its receipt and will then be destroyed unless it 
is referred to in a separate letter in a related patent application filed 
within the two-year period. The Disclosure Document must be 
referred to in the separate letter by title, number, and date of 
receipt. Acknowledgment of receipt of such letters will be made in 
the next official communication or in separate letter from the 
Patent Office. Unless it is desired to have the Patent Office retain 
the Disclosure Document beyond the two-year period, it is not 
required that it be referred to in a patent application. 


Warning as to Limitations 


The two-year retention period should not be considered to be a 
“grace period” during which the inventor can wait to file his patent 
application without possible loss of benefits. It should be recog- 
nized that in establishing priority of invention an affidavit or 
testimony referring to a Disclosure Document must usually also 
establish diligence in completing the invention or in filing the 
patent application since the filing of the Disclosure Document. 

Inventors are also reminded that any public use or sale in the 
United States, or publication of the invention anywhere in the 
world, more than one year prior to the filing of a patent application 
on that invention will prohibit the granting of a patent on that 
invention. 

If the inventor is not familiar with what is considered to be 
“diligence in completing the invention” or “reduction to practice” 
under the patent law, or if he has other questions about patent 
matters, the Patent Office advises him to consult an attorney or 
agent registered to practice before the Patent Office. Patent 
attorneys and agents may be found in the telephone directories of 
most major cities. Also, many large cities have associations of 
patent attorneys which may be consulted. 


Jan. 4, 1971. RICHARD A. WAHL 
Assistant Commissioner 


of Patents 
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(168) Changes to Disclosure Document Program 


The PTO is revising and clarifying the Disclosure Document 
Program to improve processing and to simplify customer require- 
ments. The following changes to the Disclosure Document Pro- 
gram are effective upon publication: 


* Duplicate copies of documents are no longer required. Only the 
original document is required for submission. 


* The original Disclosure Document will not be returned to the 
customer. 


* A self addressed, stamped envelope is no longer required. 
* A standard format for the disclosure Document is required: 


1) The document must be written on one side only, on white 
letter-size (21.6 cm x 27.9 cm or 8 1/2 by 11 inches) or DIN Size 
A4 (21.0 x 29.7 cm) paper. (Oversized paper, although foldable to 
the above dimensions, is not acceptable.) 2) Drawings or sketches 
must be on paper the same size as the rest of the document. 


* The fee for filing a Disclosure Document is $10.00. Documents 
submitted without the full fee will be returned. 


* A copy of a Disclosure Document will be furnished upon receipt 
of a written request (from the inventor or attorney/agent only) and 
with a fee of $25.00. 37 CFR § 1.19(b)(3). 
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Section 1706 of the Manual of Patent Examining Procedures 
(MPEP) will be revised in accordance with this notice. The section 
also contains further information regarding the Disclosure Docu- 
ment Program. 
July 21, 1995 JAMES O. THOMAS, JR. 
Deputy Assistant Commissioner 

for Patent Process Services 
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Department of Commerce 
Patent and Trademark Office 
37 CFR Parts 15 and 15a 
[Docket No. 960722200-01] 
RIN 0651-XX07 


Service of Process; Testimony by Employees and the 
Production of Documents in Legal Proceedings 


Agency: Patent and Trademark Office, Commerce. 
Action: Final rule. 


Summary: This final rule removes parts dealing with service of 
process on Patent and Trademark Office (PTO) employees in their 
official capacity and with testimony by employees and production 
of documents in legal proceedings. The PTO will rely on analo- 
gous Commerce Department regulations found in title 15 of the 
Code of Federal Regulations. 


Effective Date: August 19, 1996 


For Further Information Contact: Kenneth Corsello by telephone 
at (703) 305-9041; by mail marked to his attention and addressed 
to the Office of the Solicitor, Box 8, Washington, D.C. 20231; by 
electronic mail to corsello@uspto.gov; or by fax marked to his 
attention at (703) 305-9373. 


Supplementary Information: In March 1995, President Clinton 
issued a directive to Federal agencies regarding their responsibili- 
ties under his Regulatory Reform Initiative. This initiative is part 
of the National Performance Review and calls for immediate, 
comprehensive regulatory reform. The President directed all agen- 
cies to undertake, as part of this initiative, an exhaustive review of 
all of their regulations--with an emphasis on eliminating or 
modifying those that are osbolete or otherwise in need of reform. 
This final rule is part of the Regulatory Reform Initiative. 

The Department of Commerce regulations dealing with service 
of process (15 CFR Part 15) and with employee testimony and the 
production of documents (15 CFR Part 15a) apply to the PTO. 
Therefore, the PTO is removing 37 CFR Parts 15 and 15a because 
they are unnecessary and duplicative. 

This rule is not a significant rule for the purposes of Executive 
Order 12866. Notice and comment is not required for this 
rulemaking because it relates to agency management or personnel, 
5 U.S.C. 553(a)(2), and thus no regulatory flexibility analysis is 
required, 5 U.S.C. 603(a). This rule does not change the paperwork 
burden imposed on the public. See 44 U.S.C. 3501 et seq. 


List of Subjects 
37 CFR Part 15 


Attorneys, Administrative practice and procedure, Courts, Gov- 
ernment employees. 


37 CFR Part 15a 


Attorneys, Administrative practice and procedure, Courts, Gov- 
ernment employees. 


For the reasons set forth in the preamble, and pursuant to the 
authority contained in 35 U.S.C. 6, 37 CFR Chapter I is amended 
as follows: 
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Part 15 -- [Removed and Reserved] 
1. Part 15 is removed and reserved. 

Part 15a -- [Removed and Reserved] 
1. Part 15a is removed and reserved. 


August 13, 1996 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 
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Department of Commerce 
Patent and Trademark Office 


United States Adherence to the 
International Union for the Protection 
of New Varieties of Plants (UPOV) 


On Nov. 12, 1980, the United States deposited its instrument of 
acceptance of the 1978 text of the UPOV Convention. The United 
States was the second State to adhere to this text, New Zealand 
having earlier done so. 

The UPOV Convention will take effect with respect to the 
United States and the other adherents to the 1978 text upon a total 
of five adherences, three of which must be by present member 
States (States adhering to the text of the Convention). We expect 
at least three present member States to adhere shortly and the 1978 
text to take effect, therefore, during 1981. 

The United States deposited its instrument of acceptance on the 
basis of the legal protection offered for asexually reproduced 
plants under the plant patent law (35 U.S.C. 161-164). Accord- 
ingly, the Convention will apply only to asexually reproduced 
plants protected under this law. Steps are now being taken, 
however, by the Plant Variety Protection Office of the Department 
of Agriculture to conform the implementation of the Plant Variety 
Protection Act (7 U.S.C. 2321 et seq.) to the Convention's 
requirements. When this is done, the United States will notify the 
UPOV Secretariat that the Convention is also applicable in the 
United States to sexually reproduced plants protected under that 
Act. 

Questions concerning the UPOV Convention may be directed to 
the Office of Legislation and International Affairs of the Patent and 
Trademark Office. This Office may be addressed as follows: Box 4, 
Commissioner of Patents and Trademarks, Washington, D.C. 
20231. The Office’s telephone number is (703) 557-3065. 

Dec. 16, 1980 SIDNEY A. DIAMOND 
Commissioner of Patents 
and Trademarks 
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Taking Effect in the United States 
of the International Convention for 
the Protection of New Varieties of Plants 


The International Convention for the Protection of New Variet- 
ies of Plants (the UPOV Convention) will take effect in the United 
States on Nov. 8, 1981. It will apply to all applications for the 
patenting of plants under the provisions of Title 35, United States 
Code, which are filed on or after Nov. 8, 1981. The actual filing 
date will govern in determining whether the Convention will apply 
to an application, even though the application may be entitled to an 
earlier effective date under section 119 or 120 of Title 35, United 
States Code. 

In addition to the United States, the UPOV Convention will be 
in effect as of Nov. 8, 1981, in the following fourteen States: 
Belgium, Denmark, Federal Republic of Germany, France, Ireland, 
Israel, Italy, Netherlands, New Zealand, Republic of South Africa, 
Spain, Sweden, Switzerland, and the United Kingdom. 
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No changes in the patent law are needed to implement the 
UPOV Convention in the United States. An applicant for a plant 
patent will be required, however, to submit for registration a 
variety name for the plant to be patented. Registration is required 
by Article 13 of the UPOV Convention. 

Registrability shall be determined in accordance with the 
International Code of Nomenclature for Cultivated Plants (1980). 
As an interim procedure pending the promulgation of an appro- 
priate rule, inclusion of the variety name in the application will be 
accepted as a submission of the name for registration. No plant 
patent as a result of an application filed on or after Nov. 8, 1981, 
shall be issued without the registration of a variety name. Ques- 
tions concerning this variety naming requirement or the UPOV 
Convention may be addressed to: 


Mr. Michael K. Kirk, Director 

Office of Legislation and 

International Affairs Box 4 

U.S. Patent and Trademark Office Washington, D.C. 20231 


Mr. Kirk’s telephone number is (703) 557-3065. 


Oct. 15, 1981 GERALD J. MOSSINGHOFF 


Commissioner of Patents 
and Trademarks. 
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Notice to the Public 
Regarding Termination of the 1999 
Concurrent Search Pilot Program 


A notice was published in May 1999 by the European Patent 
Office (EPO), Japanese Patent Office (JPO), and United States 
Patent and Trademark Office (USPTO) (the Trilateral Offices) 
announcing the start of the 1999 concurrent search pilot program. 
The notice further indicated that the pilot program will be 
evaluated by the Trilateral Offices prior to the June 2000 Trilateral 
Meeting to determine whether the pilot program should be 
modified or expanded. The Trilateral Offices discussed the man- 
agement of this ongoing pilot program at the Trilateral Technical 
Meeting held in Tokyo on June 14 - 16, 2000. 


In view of the restricted use of the pilot program, the Trilateral 
Offices agreed to conclude the pilot program on August 31, 2000. 
Any request for participation in the 1999 concurrent search pilot 
program submitted prior to August 31, 2000 will be handled and 
completed according to the terms and conditions of the pilot 
program. 


Please direct any comments regarding this notice to one of the 
e-mail addresses noted below, where appropriate: 


In the EPO 
In the JPO 
In the USPTO 


:acardon @po.org 
:PA2A12@jpo-miti.go.jp 
:magdalen.greenlief @uspto.gov 
July 5, 2000 STEPHEN G. KUNIN 
Deputy Commissioner for 
Patent Examination Policy 
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(173) Notice to the Public Regarding the 


1999 Concurrent Search Pilot Program 


The United States Patent and Trademark Office (USPTO), the 
European Patent Office (EPO) and the Japanese Patent Office 
(JPO) (the Trilateral Offices) have participated in prior search 
exchange studies whereby the examiners of the three Offices 
performed concurrent searches on a limited number of selected 
applications. The results of the prior studies show that the quality 
of search improves when examiners of the three Offices were able 
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to confer with each other regarding search strategies and fields of 
search prior to performing the search and then confer again to 
discuss and share the search results. 

At the Sixteenth Trilateral Conference held in Miami, Florida, 
on November of 1998, the Trilateral Offices agreed to participate 
in a new concurrent search pilot program. This new program will 
involve national/regional applications in all fields of technology, 
and focus on first actions on the merits. The Trilateral Offices 
agreed to exclude PCT international applications from the pilot 
program. The emphasis of the pilot will be to promote: (1) greater 
mutual understanding and further technical cooperation among the 
Trilateral Offices; (2) increased sharing of information among 
examiners in the Trilateral Offices; and (3) enhanced knowledge 
transfer with respect to both working methods and search tools. 
The new pilot program will include coliaboration of examiners of 
the Trilateral Offices prior to performing the search and the sharing 
of search results prior to the preparation of the Office action/search 
report. 

The Trilateral Offices have agreed to limit the number of 
applications for the new pilot program to 200 applications. If the 
limit is reached by October 1, 1999, the Trilateral Offices will 
evaluate the program to determine whether the program should be 
expanded to include more applications. 

This pilot program will be initiated upon applicant's request. In 
order to be eligible to participate in this pilot program, the 
following conditions must be met: 

(1) A national/regional application (PCT applications are ex- 
cluded) must be first filed in the EPO, or the JPO or the USPTO; 

(2) Corresponding applications must be filed in the remaining 
two Trilateral Offices; 

(3) The claims in the first filed application and the correspond- 
ing applications must be drawn to the same invention. Applicant is 
required to submit a set of claims, in the English language, for 
concurrent search along with a claims correspondence table to 
each Trilateral Office no later than the expiration of three months 
from the filing date of the last corresponding application. The 
claims correspondence table must indicate how each claim in the 
set of claims for concurrent search corresponds to the claims filed 
in each of the three applications; 

(4) No first Office action on the merits/search report has been 
issued on the application by any of the Trilateral Offices; 

(5) Applicant must file a request/petition for participation in the 
concurrent search pilot program in each of the Trilateral Offices 
where the national/regional application was filed. The request/ 
petition will permit an Office to take the application out of turn or 
defer action until the application is ready for concurrent search; 

(6) For the USPTO, the request/petition will be treated as either 
a petition to make an application special under 37 CFR 1.102, 
requesting that the application be taken out of turn, or if appro- 
priate, as a petition to temporarily suspend action under 37 CFR 
1.103, requesting that action be deferred until the application is 
ready for concurrent search under this pilot program. The request/ 
petition must be accompanied by the required petition fee (37 CFR 
1.17(i)). The request/petition must also include an authorization 
for the USPTO to communicate with the other two Trilateral 
Offices concerning any subject matter of the U.S. application; 

(7) The request/petition filed in each Trilateral Office must 
include the application numbers and filing dates of the correspond- 
ing applications (if known) filed in the other Trilateral Offices. If 
the application numbers and filing dates of the corresponding 
applications are not known at the time of filing of a request/ 
petition in a Trilateral Office, applicant must submit such infor- 
mation to the Trilateral Office when the information becomes 
available. 

Sample request/petition forms, sample set of claims for concur- 
rent search and sample claims correspondence table form will be 
available on the Trilateral Website (http://www.uspto.gov/web/ 
tws/index.html). The Trilateral Website can be accessed through 
the homepage of any one of the Trilateral Offices. 

Upon receipt of the request/petition, each Trilateral Office will 
notify the other Trilateral Offices that a request/petition has been 
filed. If upon review of the request/petition by the Trilateral Offices 
it is determined by the Trilateral Offices that the first filed 
application and the corresponding applications are not eligible for 
participation in the pilot program, e.g., a first office action on the 
merits/search report has been issued by one of the Trilateral Offices 
or the claims in the three applications are not drawn to the same 
invention (if any one of the Trilateral Offices determines that there 
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is lack of unity of invention or a requirement for restriction is 
appropriate), applicant will be so notified by each of the Trilateral 
Offices. The refusal to accept applicant's request/petition will not 
entitle applicant to a request for a refund of the petition fee paid to 
the USPTO (see 37 CFR 1.26). Furthermore, the decision by the 
Trilateral Offices to refuse acceptance of applicant’s request/ 
petition will not be subject to appeal or reconsideration. 

When the corresponding applications filed in the Trilateral 
Offices are ready for search, e.g., application is complete and all 
formality checks have been performed, a concurrent search of the 
application will be performed. Applicant will be notified by each 
of the Trilateral Offices that the request/petition for participation in 
the concurrent search pilot program has been accepted. Examiners 
of the Trilateral Offices will have a first consultation with each 
other prior to performing the search to discuss the search strategies 
and fields of search as well as search tools and other electronic data 
bases to be used. Examiners will confer by electronic media such 
as fax, telephone, or Trilateral Network. Examiners of the three 
Offices will perform a comprehensive search based on the normal 
working methods of each Trilateral Office. Examiners will have a 
final consultation with each other after performing the search to 
discuss and share the search results prior to the preparation of the 
office action/search report. 

Each Trilateral Office will prepare an Office action/search report 
based on its own national/regional law. 

The pilot program will be evaluated by the Trilateral Offices 
prior to the June 2000 Trilateral conference to determine whether 
the pilot program should be modified or expanded. 

Request/petition for participation in the concurrent search pilot 
program filed in the USPTO should be addressed to the attention 
of Magdalen Greenlief, U.S. Patent and Trademark Office, Office 
of the Deputy Assistant Commissioner for Patent Policy and 
Projects, Crystal Park 2, Suite 910, Washington, D.C. 20231. 
May 5, 1999 Q. TODD DICKINSON 
Acting Assistant Secretary of Commerce 

and Acting Commissioner of 
Patents and Trademarks 
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Announcement on the Starting Date 
of Operations under the Eurasian 


Patent Convention 


The United States Patent and Trademark Office received noti- 
fication from the World Intellectual Property Organization (WIPO) 
that: 

1. The starting date of operation under the Eurasian Patent 
Convention* which was done at Moscow on September 9, 1994, is 
January |, 1996. As from that date, the Eurasian Patent Office 
receives Eurasian patent applications and Eurasian patents can be 
sought** in international applications under the Patent Coopera- 
tion Treaty (PCT). 





Name of the Office: Evraziiskoe patentnoe 
vedomstrvo (EAPV) Eurasian 
Patent Office (EAPO) 
Location and mailing M. Cherkassky per. 2/6, EAPV 
address: Moscow Centre, GSP, 
103621 Russian Federation 


Telephone: 
Facsimile: 


(70-95) 206 63 21 
(70-95) 921 24 23 





The President of the Eurasian Patent Office is Mr. Viktor I 
Blinnikov. 

2. By December 31, 1995, the following nine States (hereafter 
referred to as “the Contracting States”) have deposited their 
instruments of accession to, or ratification of, the Eurasian Patent 
Convention with the Director General of the World Intellectual 
Property Organization: Armenia, Azerbaijan, Belarus, Kazakstan, 
Kyrgyzstan, Republic of Moldova, Russian Federation, Tajikistan 
and Turkmenistan.*** 
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3. The Convention allows anyone--irrespective of nationality or 
domicile--to obtain a Eurasian patent for invention, having effect 
in all the Contracting States, by filing a single application with, 
and making a single payment to, the Eurasian Patent Office in 
Moscow. The request part of an application for the grant of a 
Eurasian patent must be in Russian. Other parts of the Eurasian 
application may, at the moment of the filing of the application, be 
in Russian or in any other language. For any parts that are not in 
Russian, a Russian translation must be furnished by the applicant 
within two months following the date of receipt, by the Eurasian 
Patent Office, of the Eurasian application. The Eurasian Patent 
Office accepts the filing of applications by facsimile, but the signed 
original must reach the Office within 14 days. 

4. The procedure in the Eurasian Patent Office follows the usual 
rules: there is an examination as to form; this is followed by 
search, publication after the expiry of 18 months from the priority 
date, substantive examination (which is done on the request of the 
applicant; such a request must be made before the expiry of six 
months from the date of publication of the search report), and grant 
or refusal of grant of the Eurasian patent. 

5. If the grant of the Eurasian patent is refused, the applicant 
may transform his Eurasian application into national applications 
having the filing date and the priority date, if any, of the Eurasian 
application, in those Contracting States in which he wishes to 
obtain a national patent under the national procedure. 

6. The granted Eurasian patent is not a bundle of national 
patents but has, in the Contracting States, a unitary legal effect 
governed by the Convention and the Patent Regulations adopted 
by the Administrative Council. 

7. Any dispute concerning the validity in a given Contracting 
State, or an infringement in a given Contracting State, of a 
Eurasian patent will be decided by the national courts or other 
competent authorities of that State on the basis of the Convention 
and the Patent Regulations. Such a decision has legal effect only in 
the territory of that Contracting State. 

8. In the case of a dispute, any national court or other competent 
authority of a Contracting State in which Russian is not a State 
language may require that the plaintiff furnish to it a translation of 
the Eurasian patent in the State language. 

9. There is no requirement and no possibility to designate 
Contracting States in the Eurasian patent application. The Eurasian 
patent has effect on the territory of all Contracting States from the 
date of its publication by the Eurasian Patent Office. However, at 
the time when the annual maintenance fees are due and are paid, 
the owner of the patent must designate by name those Contracting 
States in which he wishes the effect of the patent to continue. 
Designations must be addressed to the Eurasian Patent Office, and 
the patent maintenance fees must be paid at the same time. A 
separate fee is payable in respect of each designated Contracting 
State. 

10. Any person who has the right to be a representative before 
the national Patent Office of a Contracting State and who is 
registered with the Eurasian Patent Office as a patent agent may act 
as representative before the Eurasian Patent Office. Where the 
applicant does not have his residence or principal place of business 
in the territory of a Contracting State, he is required to be 
represented by a so registered patent agent. 

11. The fee to be paid at the filing of a Eurasian application (so 
called “unitary procedural fee”) is US$ 800, plus USS 50 for each 
claim in excess of ten, if any. This fee covers also search and 
publication. This fee is reduced by 25 

when the application, filed via the PCT, enters the regional 
phase before the Eurasian Patent Office and is accompanied by an 
international (PCT) search report. A further amount of US$ 800 is 
payable when examination is requested. Finally, US$ 500 are 
payable when the Eurasian patent is granted. 

12. The list of registered patent agents, the schedule of fees and 
printed application (and other) forms are available from the 
Eurasian Patent Office. 


* For the text of the Eurasian Patent Convention, see Industrial 
Property Laws and Treaties, MULTILATERAL TREATIES - Text 
2-013, Industrial Property and Copyright, July/August 1995. 


** For designation of States party to the Eurasian Patent Conven- 
tion, see PCT Newsletter No. 11/1995, pages | and 6. 
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*** As to the date of entry into force of the Convention for a given 
State, see the corresponding EAPC Notification issued by WIPO. 
February 13, 1996 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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Department of Commerce 
Patent and Trademark Office37 CFR Part 10 
[Docket No. 9511277-5277-01] 
RIN 0651-AA65 


Cross-Appeals in Patent and Trademark 
Office Disciplinary Proceedings 


Agency: Patent and Trademark Office, Commerce. 
Action: Final Rule. 


Summary: The Patent and Trademark Office (PTO) is amending a 
rule of practice in disciplinary cases to provide a time period for 
filing a cross-appeal to the Commissioner of Patents and Trade- 
marks after the initial decision of the Administrative Law Judge 
(ALJ). This amendment will simplify the appeals practice in 
disciplinary cases by eliminating the need to file contingent 
appeals. 


Effective Date: January 16, 1996. 


For Further Information Contact: Karen L. Bovard, 703-308- 
5316. 


Supplementary Information: The PTO issued a second notice of 
proposed rulemaking to amend a rule of practice in practitioner 
disciplinary proceedings. 60 FR 4395, Jan. 23, 1995. Under the 
existing practice, after the ALJ's initial decision, a party (either the 
respondent or the Director of the office of Enrollment and 
Discipline) might be obliged to file a contingent appeal to protect 
cross-appealable issues in the event the opposing party filed an 
appeal. The amended rule provides a time period for the party to 
file a cross-appeal after the opposing party has appealed to the 
Commissioner from the ALJ’s initial decision. 

No comment to the second notice of proposed rulemaking was 
received. The proposed rule is adopted. 


Other Considerations 


This rule change conforms with the requirements of the Regu- 
latory Flexibility Act (5 U.S.C. 601 et seg.), Executive Orders 
12612 and 12866, and the Paperwork Reduction Act of 1980, 44 
U.S.C. 3501 et seq. 

The Assistant General Counsel for Legislation and Regulation 
of the Department of Commerce has certified to the Chief Counsel 
for Advocacy of the Small Business Administration that the rule 
change will not have a significant impact on a substantial number 
of small entities (Regulatory Flexibility Act, 5 U.S.C. 605(b)). The 
principal impact of the rule change is to provide a time period to 
file a cross-appeal in a PTO disciplinary proceeding. See the first 
notice of proposed rulemaking. 58 FR at 38996. 

The PTO has determined that the rule change has no Federalism 
implications affecting the relationship between the National Gov- 
ernment and the States as outlined in Executive order 12612. The 
rule change is not significant for the purposes of Executive Order 
12866. 

The rule change will not impose a burden under the Paperwork 
Reduction Act of 1980, 44 U.S.C. 3501 et seq., since no record 
keeping or reporting requirements within the coverage of the Act 
are placed upon the public. 


List of Subjects in 37 CFR Part 10 


Administrative practice and procedure, Inventions and patents, 
Lawyers, Reporting and recordkeeping requirements. 
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Pursuant to the authority contained in 35 U.S.C. 6, the PTO 
amends 37 CFR part 10 as follows: 


Part 10-Representation of Others Before the Patent and 
Trademark Office 


1. The authority citation for 37 CFR part 10 would continue to 
read as follows: 


Authority: 5 U.S.C. 500; 15 U.S.C. 1123; 35 U.S.C. 6, 31, 32, 
41. 


2. Section 10.155 is amended by revising paragraph (a) to read 
as follows: 


§ 10.155 Appeal to the Commissioner. 


(a) Within thirty (30) days from the date of the initial decision 
of the administrative law judge under § 10.154, either party may 
appeal to the Commissioner. If an appeal is taken, the time for 
filing a cross-appeal expires (1) 14 days after the date of service of 
the appeal pursuant to § 10.142 or (2) 30 days after the date of the 
initial decision of the administrative law judge, whichever is later. 
An appeal or cross-appeal by the respondent will be filed and 
served with the Director in duplicate and will include exceptions to 
the decisions of the administrative law judge and supporting 
reasons for those exceptions. If the Director files the appeal or 
cross-appeal, the Director shall serve on the other party a copy of 
the appeal or cross-appeal. The other party to an appeal or 
cross-appeal may file a reply brief. A respondent’s reply brief shall 
be filed and served in duplicate with the Director. The time for 
filing any reply brief expires thirty (30) days after the date of 
service pursuant to § 10.142 of an appeal, cross-appeal or copy 
thereof. If the Director files a reply brief, the Director shall serve 
on the other party a copy of the reply brief. Upon the filing of an 
appeal, cross-appeal, if any, and reply briefs, if any, the Director 
shall transmit the entire record to the Commissioner. 


KeEKKS 


December 7, 1995 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 
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(176) Practitioner’s Responsibility to Avoid 
Prejudice to the Rights of a 
Client/Patent Applicant 


Under 37 CFR Part 10, a practitioner is responsible for taking 
reasonable steps to avoid foreseeable prejudice to the rights of a 
client/patent applicant. This responsibility exists in all circum- 
stances including those where the practitioner is operating through 
a corporate liaison or foreign agent and has no direct contact with 
the client/patent applicant, who in most cases is the one being 
represented. 


This notice is intended to clarify the appropriate course of action 
for a practitioner to follow when the practitioner is operating 
through such a corporate liaison or foreign agent. In such arrange- 
ments, the registered practitioner may rely upon the advice of the 
corporate liaison or the client/patent applicant’s foreign agent as to 
the action to be taken so long as the practitioner is aware that the 
client/patent applicant has consented after full disclosure to be 
represented by the liaison or agent. It will be assumed by the 
Patent and Trademark Office that the client/patent applicant has an 
agreement with the liaison or agent, arrived at after full disclosure, 
to be represented by the liaison or agent. Registered practitioners, 
if they wish, however, may maintain a copy of the agreement in 
this regard between the client/patent applicant and the liaison or 
agent in practitioner’s file of the application or other proceeding 
before the Office. If there is, in fact, no such agreement between 
the client/patent applicant and the liaison or agent, the registered 
practitioner must communicate to the client/patent applicant. 
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In circumstances where the practitioner is aware that there is an 
agreement between the client/patent applicant and the liaison or 
agent, the practitioner may fully rely upon the advice of the liaison 
or agent as to the wishes of the client/patent applicant. For 
example, if the registered practitioner is instructed by the client/ 
patent applicant’s liaison or agent to allow an application to go 
abandoned rather than to respond to an Office action within a set 
period for response, the practitioner may properly do so without 
any further notice to the client/patent applicant. 


It is assumed that withdrawal from employment by a practitio- 
ner will remain a relatively rare occurrence, particularly in view of 
this clarification. This notice should not be taken to require or 
encourage withdrawal. If a practitioner should decide to withdraw, 
however, the practitioner must take reasonable steps to avoid 
foreseeable prejudice to the rights of the client/patent applicant 
including allowing time for employment of another practitioner 
(37 CFR 10.40). Therefore, at least thirty days would be required 
between the date of approval by the Office of the withdrawal and 
the later of the expiration date of the response period or the 
expiration date of the period which can be obtained by a petition 
for extension of time and fee under 37 CFR 1.136(a). This is 
necessary so that the client/patent applicant would have sufficient 
time to obtain other representation or to take other action. If a 
period has been set for response and the period may be extended 
without a showing of cause pursuant to 37 CFR 1.136(a) by filing 
a petition for extension of time and fee, the practitioner will not be 
required to seek such extension of time for withdrawal to be 
approved. In such a situation, however, withdrawal will not be 
approved unless at least thirty days would remain between the date 
of approval and the jast date on which such a petition for extension 
of time and fee could properly be filed. 
Dec. 10, 1987 DONALD J. QUIGG, 

Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 
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(177) Responsibilities of Practitioners Representing 
Clients in Proceedings Before 


The Patent and Trademark Office 


This notice is intended to remind practitioners of certain aspects 
of their responsibilities in representing clients in proceedings 
before the Office. The Notice is also intended to supplement the 
discussion set forth in the Official Gazette Notice published at 
1086 Official Gazette 457 (Jan. 12, 1988) entitled “Practitioner's 
Responsibility to Avoid Prejudice to the Rights of a Client/Patent 
Applicant” and to amplify and supersede the Helpful Hint pub- 
lished at 1084 Official Gazette 34 (Nov. 24, 1987) titled “Corre- 
spondence Address and/or Fee Address of Maintenance Fees.” 

Part 10 of title 37, Code of Federal Regulations, sets forth the 
Patent and Trademark Office (PTO) Code of Professional Respon- 
sibility. Each attorney or agent who practices before the PTO is 
subject to the rules set forth in Part 10 and should carefully study 
the rules promulgation originally published at 50 Federal Register 
5158 (Feb. 6, 1985) and at 1052 Official Gazette 4 (Mar. 5, 1985) 
and reproduced as item number 172 in the Consolidated Listing of 
Official Gazette Notices, published at 1086 Trademark Official 
Gazette 3 (Jan. 5, 1988). 


Practitioner's Client 


During the promulgation of Part 10, 37 CFR, several individuals 
suggested that “it may be difficult to determine the identity of the 
‘client’ . . ., particularly in corporate patent departments.” The 
response to that suggestion was that “[t]he PTO will presume that 
practitioners know the identities of their clients . . .” 50 Federal 
Register 5163 (Feb. 6, 1985); 1086 Trademark Official Gazette 
356 (Jan. 5, 1988). For example, in a patent application, practitio- 
ner’s client is ordinarily the inventor who gives practitioner a 
power of attorney to prosecute the application (37 CFR 1.31). A 
practitioner may represent only the assignee of the entire interest 
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in a patent application if the assignee has filed a power of attorney 
and the assignee is conducting the prosecution of the application to 
the exclusion of the inventor. (37 CFR 1.32). 

In the promulgation of Part 10, 37 CFR, a commenter raised a 
question of who is the client when an application is filed on behalf 
of an individual, but the individual's assignee pays practitioner's 
bill. The question was answered in the following manner: 


“Practitioners are expected to know the identities of their 
clients. If a practitioner is hired by a corporation and 
wishes to make that fact plain on the record of a patent 
application, the practitioner may file an assignment and a 
power of attorney signed by the assignee. If a dispute 
should then occur between the individual and the assignee, 
the record would be clear that the assignee is the client.” 50 
Federal Register 5164 (Feb. 6, 1985); 1086 Trademark 
Official Gazette 357 (Jan. 5, 1988). 


In some instances, practitioners deal with a corporate liaison or 
foreign agent. Such arrangements do not automatically change the 
person whom practitioner represents, e.g., the inventor or trade 
mark owner. The fact that a U.S. practitioner receives instructions 
from the inventor or trademark owner through a foreign attorney 
or agent does not change the fact that the client is still the inventor 
or trademark owner rather than the foreign attorney or agent. See 
Strojirenstvi v. Toyoda, 2 USPQ 2nd 1222 (Comm’r Pat. 1986), 
which at 1223 cited Yetter Manufacturing Co. v. Hiniker Co., 213 
USPQ 119, 120 (D. Minn. 1981) for the principle that “when 
attorney served as local counsel for a law firm representing 
Hiniker Co., the attorney represented Hiniker and not the law firm” 
and also cited Toulmin v. Becker, 105 USPQ 511 (Ohio Ct. App. 
1954) for the principle that “foreign patent agents or attorneys 
were not clients of U.S. patent attorney.” The PTO expects 
practitioners to know the identities of their clients and to take 
reasonable steps to avoid foreseeable prejudice to the rights of 
their clients. 


Obtaining Instructions Through Persons Other Than The Client 


In practice, it is common for instructions relating to the 
application of an inventor or trademark owner, who is the client of 
the U.S. practitioner, to be passed to the U.S. practitioner through 
intermediaries, such as corporate liaisons or foreign agents. 
Clearly, a client may choose to use a corporate liaison or a foreign 
agent to convey instructions, etc., to a practitioner. In such an 
arrangement, the practitioner may rely upon instructions of, and 
accept compensation from, the corporate liaison or the foreign 
agent as to the action to be taken in a proceeding before the Office 
so long as the practitioner is aware that the client has consented to 
have instructions conveyed through the liaison or agent. See 37 
CFR 10.68(a) and (b). An agreement between the client and the 
liaison or agent establishes an agency relationship between the 
liaison or agent and the client such that the U.S. practitioner can 
rely upon the liaison or agent as the representative of the client for 
the purpose of communicating the client’s instructions about the 
proceeding to the U.S. practitioner. The PTO will assume that the 
client has an agreement with the liaison or agent to be represented 
by the liaison or agent. It is the responsibility of the client to notify 
the practi tioner that the agency relationship between the client and 
the liaison or agent has ceased to exist and that instructions from 
the liaison or agent should no longer be accepted. 

A practitioner could secure evidence that such an agreement 
exists by having a patent or trademark applicant sign a statement 
to that effect at the same time that the power of attorney is 
executed. For example, the following language could be inserted 
in an oath, declaration, or power of attorney form: 


“The undersigned hereby authorizes the U.S. attorney or 
agent named herein to accept and follow instructions from 
as to any action to be taken in the Patent and Trademark 
Office regarding this application without direct communi- 
cation between the U.S. attorney or agent and the under- 
signed. In the event of a change in the persons from whom 
instructions may be taken, the U.S. attorney or agent 
named herein will be so notified by the undersigned.” 


Without an agency relationship between the liaison or agent and 
the client, a practitioner would be bound by 37 CFR 10.68(b) to 
“not permit a person who recommends, employs, or pays the 
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practitioner to render legal services for another, to direct or 
regulate the practitioner's professional judgment in rendering such 
legal services.” 


Practitioner's Responsibility to a Client After the Client’s Patent 
Issues or Trademark is Registered 


The Office has received inquiries from practitioners as to their 
responsibilites to a client (patent or trademark applicant) after the 
client’s patent was issued or trademark has been registered. In 
response thereto, it is pointed out that a power of attorney given 
during prosecution of a patent or trademark application is consid- 
ered to be viable after the patent is issued or the trademark is 
registered. See 50 Federal Register 5164 (Feb. 6, 1985); 1086 
Trademark Official Gazette 357 (Jan. 5S, 1988). While the Office 
considers such a power of attorney to be viable for purposes of the 
practitioner taking actions in proceedings before the Office if 
practitioner and the client so desire, the existence of the power of 
attorney to file and/or prosecute the application through issuance 
of the patent or registration of the trademark does not establish 
whether practitioner has a responsibility, and a dutaffirmatively in 
a proceeding before the Office on behalf of the client after the 
patent issues or the trademark is registered. 


Practitioner's responsibility to take affirmative action in a 
proceeding before the Office after the patent issues or the trade- 
mark is registered depends upon whether practitioner still has a 
practitioner-client relationship with the client which has continued 
after the patent issued or trademark is registered. The mere 
existence of the power of attorney to file and/or prosecute the 
application through issuance of the patent or registration of the 
trademark would not establish such a practitioner client relation- 
ship in the absence of other facts establishing such a relationship 
since the purpose for which the power of attorney was originally 
given has been accomplished 


Practitioner’s Responsibility to a Former Client 


While practitioner may no longer have a practitioner-client 
relationship with a client and therefore has no duty to represent the 
client in a proceeding before the Office, a practitioner nevertheless 
has certain obligations to a former client. These obligations are 
placed upon practitioner by the Office rules and are necessary for 
the proper conduct of proceedings before the Office. Under 37 
CFR 10.23(c)(8), practitioners have a duty to inform a client or 
former client or timely notify the Office of an inability to notify a 
client or former client of certain correspondence received from the 
Office and also from the client’s or former client's opponent in an 
inter partes proceeding before the Office. Practitioners have an 
obligation whether the client is a present client or a former client. 
Included among the items of correspondence of which practitio- 
ners have the obligation to inform clients or former clients are 
notices regarding maintenance fees, reexamination proceedings 
and institution of inter partes patent and trademark proceedings. 


Address to Which Correspondence is Sent Regarding Patent 
Maintenance Fees and Reexamination Proceedings 


Under 37 CFR 1.33(d), a “correspondence address” or a change 
thereto may be filed with the Office during the enforceable life of 
a patent. This “correspondence address” will be used in any 
correspondence relating to maintenance fees unless a separate “fee 
address” has been specified solely for maintenance fee purposes as 
provided by 37 CFR 1.363. Practitioners who do not wish to 
receive correspondence relating to maintenance fees must change 
the correspondence address in the patented file or provide the PTO 
with a fee address to which the correspondence should be sent. It 
is not required that a practitioner file a request for permission to 
withdraw pursuant to 37 CFR 1.36 solely for the purpose of 
changing the correspondence address in a patent even through a 
withdrawal of a practitioner would change the correspondence 
address. 


Since 37 CFR 1.33(c) specifies that all notices, official letters 
and other communications for the patent owner or owners in a 
reexamination proceeding will be directed to the attorney or agent 
of record in the patent file, a request for permission to withdraw 
pursuant to 37 CFR 1.36 must be filed in the patent if the attorney 
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or agent of record does not desire to receive correspondence 
relating to reexamination. For information on requests to with- 
draw, see the discussion in the Jan. 12, 1988 Official Gazette 
Notice cited above. 


Contact Points For Information 


If a practitioner has questions about the conduct of, or require- 
ments relating to a particular proceeding before the Office, those 
questions should be directed to the particular area of the Office 
responsible for the proceeding. If practitioners have questions 
about their responsibilities to their clients, those questions should 
be directed to the Office of Enrollment and Discipline. The 
telephone number of that Office is (703) 557-2012. 


May 25, 1988 DONALD J. QUIGG 


Assistant Secretary and Commissioner of 


Patents and Trademarks. 


{1091 OG 26] 





(178) Patent Cooperation Treaty Update 
Due to changes in currency exchange rates, a reduced dollar 
amount has been established for the search fee required the 
European Patent Office, with effect from June 1, 2000. The dollar 
amount of the search fee required by the European Patent Office 
when acting as International Searching Authority will be $925.00, 
beginning June 1, 2000. 
April 21, 2000 Q. TODD DICKINSON 
Under Secretary of Commerce for 
Intellectual Property and Director of the 
United States Patent and Trademark Office 


[1234 OG 60] 
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Electronic Filing System Available to Public 
Agency: United States Patent and Trademark Office 


Summary: The United States Patent and Trademark Office 
(USPTO or Office) recently announced the availability of the 
Electronic Filing System (EFS) to the public. A description of the 
system, its operation, and the application of regulations to submis- 
sions under the EFS are presented. 


For Further Information Contact: Jay Lucas _ at 
jay.lucas@uspto.gov. Questions on the operation of the EFS 
system should be directed to the SIRAI/EFS project primary 
contact, Ms. Diane Lewis at diane. lewis@uspto.gov. Correspon- 
dence may also be addressed to Jay Lucas or Diane Lewis, United 
States Patent and Trademark Office, Washington, D.C. 20231. 


Description of the Electronic Filing System 


The United States Patent and Trademark Office (USPTO or 
Office) has recently announced that its Electronic Filing System 
(EFS) is available to the general public for electronic filing. The 
software has completed a successful pilot program involving 
patent application submissions from law firms, companies, and 
independent inventors. Numerous changes to the software have 
been made in response to their feedback. 


In October 2000, the USPTO distributed a new production 
version of EFS software. This software is used for three types of 
electronic submissions: (1) new utility patent applications, (2) 
computer readable form (CRF) of nucleotide and/or amino acid 
sequence listings, and (3) copies of applications for Patent Appli- 
cation Publication. Applicants using EFS will submit encrypted 


U.S. PATENT AND TRADEMARK OFFICE 


1243 TMOG 667 
(178) 


text and image files to the USPTO and receive an immediate 
Acknowledgement Receipt that summarizes their submission. If 
the submission is for a new application, it will enter the normal 
examination process. Sequence listings will be stored and pro- 
cessed. Resubmitted applications for 18-Month Publication will be 
directed to the responsible Office division for Patent Application 
Publication processing. Complete information on EFS is available 
on the Patents Electronic Business Center Web Page, at the 
USPTO Website: http:uspto.gov/ebc. 


The EFS distribution includes two types of software packages: 
(1) word processing templates to create an electronic specification, 
and (2) a separate, stand-alone validation and transmission pro- 
gram called ePAVE. The word processing templates, available in 
either Microsoft Word® or WordPerfect” format, allow the user to 
create an eXtensible Markup Language (XML) document with 
tags that identify the content of each element of the specification. 
For example, one XML tag will identify the title and a separate tag 
will identify the first claim. These tags will be used to control the 
display of the specification in a standard Internet browser form that 
can be processed by the USPTO. 


The ePAVE program prompts the user to associate with a 
specification file standard bibliographic data, payment informa- 
tion, and publication information. The ePAVE program also allows 
the user to attach drawings, a scanned declaration, a nucleotide 
and/or amino acid sequence listing, and an assignment information 
sheet for new utility applications. ePAVE then validates the 
information, displays it to the applicant, prompts for an electronic 
signature, uses the applicant’s digital signature to encrypt the 
whole package, and transmits the submission to the USPTO. Upon 
receipt, the Office sends to the applicant an “electronic post card” 
Acknowledgement Receipt, itemizing the files received by the 
USPTO. 


As mentioned above, EFS will be used for three purposes: 
Utility Patent Applications, Biotechnology Sequence Listings, and 
Patent Application Publications. 


Utility Patent Applications 


Most non-provisional utility applications can be filed using EFS. 
Certain types of patent applications, however, must be filed in 
paper form since the necessary software templates for these 
submissions have not yet been developed or for other reasons. For 
example, provisional patent applications, design applications, 
secrecy order (national security) applications, international appli- 
cations, and plant patent applications are not, as yet, acceptable for 
EFS. Detailed requirements for submissions are contained in the 
documentation provided on the Patents Electronic Business Center 
Web Page, at the USPTO Website: http://www.uspto.gov/ebc. 
Until the USPTO moves to full electronic examination, utility 
applications filed using EFS will be printed on paper. This paper 
copy will become part of the official application file and be 
examined like any other application. 


BiotechnoloXv Sequence Listings 


Applicants may submit the CRF of a sequence listing required 
by 37 CFR § 1.821(e) for a previously submitted application 
(having an application number) using EFS instead of the conven- 
tional means indicated in 37 CFR § 1.824. Sequence listings can 
also be submitted with new patent applications using EFS as 
described in the previous paragraph. 


Patent Application Publications 


The EFS software is also used for resubmission of utility patent 
applications for publication (i.e., Domestic Publication of Patent 
Applications Published Abroad under P.L. 106-113). Consult the 
new regulations set forth in 37 CFR §§ 1. 211-1.221 for a full 
description of publication of applications. 


Ordinarily, the application, as filed, is used for the Eighteen- 
Month Publication. However, if applicant desires the publication 
of 

a) a redacted copy of an application under 37 CFR § 1.217; 

b) the application as amended under 37 CFR § 1.215; 
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c) an application filed before, but pending on November 29, 
2000 under 37 CFR § 1.221! (voluntary publication); or 

d) an application previously published under 37 CFR § 1.211 (a 
republication under 37 CFR § 1.221) 


then the application must be resubmitted in electronic form 
using EFS. If applicant requests early publication under 37 CFR § 
1.219, then an electronic copy may be submitted using EFS. 


Detailed explanations of these procedures are available on the 
Patents Electronic Business Center Web Page, at the USPTO 
Website: http://www.uspto.gov/ebc. 


Public Key Infrastructure Certificates 


EFS, as well as the companion Patent Application Information 
Retrieval system (PAIR), relies on Public Key Infrastructure (PKI) 
technology to assure the confidentiality, authenticity, and integrity 
of communications over the Internet. Applicants who intend to use 
EFS must register to obtain a PKI certificate before using EFS. 
PKI registration involves filing a paper authorization and receiving 
the EFS software from the USPTO. The certification process 
generally takes a few days to complete. A customer number will 
also be required for transacting business with the USPTO. Proce- 
dures to receive PKI certificates and customer numbers are fully 
described on the Patents Electronic Business Center Web Page, at 
the USPTO Website: http://www.uspto.gov/ebc. 


Confirmation Numbers 


In order to assure the publication of the proper specification 
with EFS Patent Application Publication submissions, the USPTO 
is issuing confirmation numbers for each specification. Once an 
application is in condition for publication, a four-digit confirma- 
tion number is generated and transmitted to the applicant. This 
confirmation number is used in conjunction with the application 
number to identify a pending specification. In EFS, when an 
applicant is submitting a replacement specification for publication 
or republication, the applicant must enter both the application 
number and the confirmation number in order to submit the 
replacement specification. This procedure is necessary because 
many applications will have identical filing dates and similar 
application numbers; a typographical error could result in the 
specification being placed in the wrong application. Confirmation 
numbers for all applications pending in November 2000 will be 
generated and mailed to applicants if they desire to have voluntary 
publication of these applications. 


Effect of Patent Regulations 


Section 22 of title 35 of the United States Code expressly 
provides for electronic filing of documents. However, because the 
current regulations are directed almost exclusively to paper sub- 
missions, the regulations do not speak to electronic submissions. 
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To the extent that any USPTO regulation is inconsistent with EFS, 
the regulation will be interpreted in a manner to support EFS and 
waived, when necessary, until formal regulations directed to 
electronic submissions are promulgated. See 37 CFR § 1.182, § 
1.183. When the Office has more experience with electronic 
submissions, formal regulations will be developed. 


This waiver is consistent with the directives of current statutory 
guidance, including the Government Paperwork Elimination Act, 
Title XVII of Pub. L. 105-277, which in section 1707 states that 
government electronic records are not to be denied legal force and 
effect solely because they are in electronic form. The same section 
gives electronic signatures similar effect. 


Weekend and Holiday Hours of Operation 


The USPTO will be open for receiving applications in electronic 

form during scheduled hours every day of the week. Hours will 
be announced on the Patents Electronic Business Center Web 
Page, at the USPTO Website: http://www.uspto.gov/ebc. 


Electronic filing will provide applicants with the opportunity to 
receive a filing date on any day of the week, including Saturday, 
Sunday, and Federal holidays. In addition, consistent with 35 USC 
21 (b), when the last day for taking any action or paying any fee 
in the USPTO falls on Saturday, Sunday, or a Federal holiday 
within the District of Columbia, the action may be taken or fee 
paid on the next succeeding secular or business day. Thus, under 
United States law, applicants will still be permitted to take action 
on the next business day when the last day for taking action falls 
on a weekend or Federal holiday, regardless of the mode or form 
of filing 


Because the conditions for priority rights are governed by 
national law, applicants are cautioned to consider possible adverse 
consequences regarding the determination of priority periods 
under Article 4(C)(3) of the Paris Convention when filing inter- 
national applications in the United States. Specifically, the ability 
to file applications electronically on weekends may result in loss of 
priority rights in foreign jurisdictions designated in international 
applications filed with the USPTO, if applicants elect to take 
advantage of sections 21(b) and 119(e)(3) of title 35. In such 
circumstances, other Patent Offices may deny the priority claim on 
the basis that the international application was not timely filed 
according to their national law. For this reason, applicants may 
prefer not to take advantage of sections 21(b) and 119(e)(3) of title 
35 when filing international applications with the USPTO. 


STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 
Patent Policy and Projects 


{1240 OG 45} 
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Patent Cooperation Treaty (PCT) Update 


Accession by Belize 


The United States Patent and Trademark Office received notification from the World Intellectual Property Organization (WIPO) that 
the Government of Belize deposited its instrument of accession to the PCT on March 17, 2000. Belize will become a Contracting State 
of the PCT on June 17, 2000. Consequently, nationals and residents of Belize are entitled to file international applications under the PCT 


on and after June 17, 2000, and from the same date it is possible to file international applications designating and electing Belize (country 
code: BZ). 


Listing of PCT Member Countries 





Country Instrument 


Date of Deposit 
of Instrument 


Entry into 
Force! 





Accession 
Ratification 
Ratification 
Accession 


(1) Central African Republic? 
(2) Senegal? 

(3) Madagascar 

(4) Malawi? 


15 September 1971 
08 March 1972 

27 March 1974 

16 May 1972 


24 January 1978 
24 January 1978 
24 January 1978 
24 January 1978 
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(5) Cameroon? 

(6) Chad? 

(7) Togo” 

(8) Gabon? 

(9) United States of America 

(10) Germany” 

(11) Congo? 

(12) Switzerland* 

(13) United Kingdom” 

(14) France* 

(15) Russian Federation® 

(16) Brazil 

(17) Luxembourg* 

(18) Sweden? 

(19) Japan 

(20) Denmark* 

(21) Austria* 

(22) Monaco* 

(23) Netherlands* 

(24) Romania 

(25) Norway 

(26) Liechtenstein* 

(27) Australia 

(28) Hungary 

(29) Democratic People’s 
Republic of 
Korea (North Korea) 

(30) Finland 

(31) Belgium* 

(32) Sri Lanka 

(33) Mauritania” 

(34) Sudan* 

(35) Bulgaria 

(36) Republic of Korea 
(South Korea) 

(37) Mali? 

(38) Barbados 

(39) Italy* 

(40) Benin? 

(41) Burkina Faso” 

(42) Spain* 

(43) Canada 

(44) Greece* 

(45) Poland 

(46) Cote d'Ivoire” 

(47) Guinea” 

(48) Mongolia 

(49) Czech Republic 

(50) Ireland* 

(51) Portugal* 

(52) New Zealand 

(53) Ukraine 

(54) Viet Nam 

(55) Slovakia 

(56) Niger 

(57) Kazakstan® 

(58) Belarus® 

(59) Latvia 

(60) Uzbekistan 

(61) China 

(62) Slovenia 

(63) Trinidad and Tobago 

(64) Georgia 

(65) Kyrgyzstan® 

(66) Republic of Moldova® 

(67) Tajikistan 

(68) Kenya® 

(69) Lithuania 

(70) Armenia® 

(71) Estonia 

(72) Liberia 


Accession 

Accession 

Ratification 
Accession 

Ratification 
Ratification 
Accession 

Ratification 
Ratification 
Ratification 
Ratification 
Ratification 
Ratification 
Ratification 
Ratification 
Ratification 
Ratification 
Ratification 
Ratification 
Ratification 
Ratification 
Accession 

Accession 

Ratification 
Accession 


Ratification 
Ratification 
Accession 
Accession 
Accession 
Accession 
Accession 


Accession 
Accession 
Ratification 
Accession 
Accession 
Accession 
Ratification 
Accession 
Accession 
Ratification 
Accession 
Accession 
Declaration* 
Ratification 
Accession 
Accession 
Declaration* 
Accession 
Declaration* 
Accession 
Declaration* 
Declaration* 
Accession 
Declaration* 
Accession 
Accession 
Accession 
Declaration 
Declaration 
Declaration 
Declaration 
Accession 
Accession 
Declaration* 
Accession 
Accession 


4 
+ 
4 
4 


15 March 1973 

12 February 1974 
28 January 1975 
06 March 1975 

26 November 1975 
19 July 1976 

08 August 1977 

14 September 1977 
24 October 1977 
25 November 1977 
29 December 1977 
09 January 1978 
31 January 1978 
17 February 1978 
01 July 1978 

01 September 1978 
23 January 1979 
22 March 1979 

10 April 1979 

23 April 1979 

01 October 1979 
19 December 1979 
31 December 1979 
27 March 1980 

08 April 1980 


01 July 1980 

14 September 1981 
26 November 1981 
13 January 1983 
16 January 1984 
21 February 1984 
10 May 1984 


19 July 1984 

12 December 1984 
28 December 1984 
26 November 1986 
21 December 1988 
16 August 1989 
02 October 1989 
09 July 1990 

25 September 1990 
31 January 1991 
27 February 1991 
27 February 1991 
18 December 1992 
01 May 1992 

24 August 1992 

01 September 1992 
21 September 1992 
10 December 1992 
30 December 1992 
21 December 1992 
16 February 1993 
14 April 1993 

07 June 1993 

18 August 1993 

01 October 1993 
01 December 1993 
10 December 1993 
18 January 1994 
14 February 1994 
14 February 1994 
14 February 1994 
08 March 1994 

OS April 1994 

17 May 1994 

24 May 1994 

27 May 1994 


24 January 1978 
24 January 1978 
24 January 1978 
24 January 1978 
24 January 1978 
24 January 1978 
24 January 1978 
24 January 1978 
24 January 1978 
25 February 1978 
29 March 1978 
09 April 1978 
30 April 1978 
17 May 1978 
01 October 1978 
01 December 1978 
23 April 1979 
22 June 1979 
10 July 1979 

23 July 1979 

01 January 1980 
19 March 1980 
31 March 1980 
27 June 1980 
08 July 1980 


01 October 1980 
14 December 1981 
26February 1982 
13 April 1983 

16 April 1984 

21 May 1984 

10 August 1984 


19 October 1984 
12 March 1985 

28 March 1985 

26 February 1987 
21 March 1989 

16 November 1989 
02 January 1990 
09 October 1990 
25 December 1990 
30 April 1991 

27 May 1991 

27 May 1991 

01 January 1993 
01 August 1992 
24 November 1992 
01 December 1992 
25 December 1991] 
10 March 1993 

01 January 1993 
21 March 1993 

25 December 1991 
25 December 1991 
07 September 1993 
25 December 1991 
01 January 1994 
O01 March 1994 

10 March 1994 

25 December 1991 
25 December 1991 
25 December 1991 
25 December 1991 
08 June 1994 

OS July 1994 

25 December 1991 
24 August 1994 
27 August 1994 
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(73) Swaziland> 

(74) Mexico 

(75) Uganda® 

(76) Singapore 

(77) Iceland 

(78) Turkmenistan® 

(79) The former Yugoslav 
Republic of Macedonia 

(80) Albania 

(81) Lesotho® 

(82) Azerbaijan® 

(83) Turkey 

(84) Israel 

(85) Cuba 

(86) Saint Lucia 

(87) Bosnia andHerzegovina 

(88) Federal Republic of 
Yugoslavia 

(89) Ghana® 

(90) Zimbabwe? 

(91) Sierra Leone 

(92) Indonesia 

(93) Gambia5S 

(94) Guinea-Bissau 

(95) Cyprus 

(96) Croatia 

(97) Grenada 

(98) India 

(99) United Arab Emirates 

(100) Republic of 
South Africa 

(101) Republic of Costa Rica 

(102) Commonwealth of 
Dominica 

(103) United Republic of 
Tanzania 

(104) Morrocco 

(105) Algeria 

(106) Antigua and 

Barbuda 
(107) Mozambique 
(108) Belize 


Accession 
Accession 
Accession 
Accession 
Accession 
Declaration* 
Accession 


Accession 
Accession 
Accession 
Accession 
Ratification 
Accession 
Accession 
Accession 
Ratification 


Accession 
Accession 
Accession 
Accession 
Accession 
Accession 
Accession 
Accession 
Accession 
Accession 
Accession 
Accession 


Accession 
Accession 


Accession 


Accession 
Ratification 
Accession 


Accession 
Accession 


20 June 1994 

O01 October 1994 
09 November 1994 
23 November 1994 
23 December 1994 
01 March 1995 

10 May 1995 


04 July 1995 

21 July 1995 

25 September 1995 
01 October 1995 
Ol March 1996 

16 April 1996 

30 May 1996 

07 June 1996 

01 November 1996 


26 November 1996 
11 March 1997 

17 March 1997 

05 June 1997 

09 September 1997 
12 September 1997 
O1 January 1998 
O1 April 1998 

22 June 1998 

07 September 1998 
10 December 1998 
16 December 1998 


03 May 1999 
07 May 1999 


14 June 1999 
08 July 1999 
08 December 1999 
17 December 1999 


18 February 2000 
17 March 2000 


20 September 1994 
O1 January 1995 
09 February 1995 
23 February 1995 
23 March 1995 

25 December 1991 
10 August 1995 


04 October 1995 

21 October 1995 
25 December 1995 
01 January 1996 
O1 June 1996 

16 July 1996 

30 August 1996 
07 September 1996 
01 February 1997 


26February 1997 

11 June 1997 

17 June 1997 

05 September 1997 
09 December 1997 
12 December 1997 
O1 April 1998 

O1 July 1998 

22 September 1998 
07 December 1998 
10 March 1999 

16 March 1999 


03 August 1999 
07 August 1999 


14 September 1999 
08 October 1999 
08 March 2000 

17 March 2000 


18 May 2000 
17 June 2000 





' Although the PCT entered into force on January 24, 1978, the Assembly of the PCT Union fixed June 1, 1978, as the date from which 
international applications could be filed and demands for international preliminary examination could be submitted. 


> Member of African Intellectual Property Organization (OAPI) regional patent system. 
* Member of European Patent Convention (EPC) regional patent system. 
Declaration of continued application. 
> Member of African Regional Industrial Property Organization (ARIPO) regional patent system. 


* Member of Eurasian Patent Organization (EAPO) regional patent system. 


’ The Federal Republic of Yugoslavia is comprised of the Republics of Serbia and Montenegro. The World Intellectual Property 
Organization has utilized the two-letter code “YU” to refer to the Federal Republic of Yugoslavia becoming a party to the Patent 
Cooperation Treaty. The United States understands that the scope of the territory covered by the designation encompasses only the 
Republics of Serbia and Montenegro. 


April 10, 2000 Q. TODD DICKINSON 
Under Secretary of Commerce for 
Intellectual Property and Director of the 
United States Patent and Trademark Office 


[1234 OG 28] 
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(181) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Part 1 


[Docket No.:980511124-8284-02] 


Revision of Patent Cooperation Treaty 
Application Procedure 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Final rule. 


SUMMARY: The Patent and Trademark Office (Office or 
USPTO) is confirming the amendment of its rules of practice 
relating to applications filed under the Patent Cooperation Treaty 
(PCT). This amendment of the rules of practice conformed the 
United States rules of practice with the corresponding changes to 
the Regulations under the PCT which became effective July 1, 
1998. 


DATES: This final rule is effective on December 1, 1998. The 
interim rule, published at 63 FR 29614 (June 1, 1998), was 
effective on July 1, 1998. 


FOR FURTHER INFORMATION CONTACT: Richard Laz- 
arus, PCT Legal Office Supervisor, by telephone at (703) 308- 
6451; or by mail addressed to: Box PCT, Assistant Commissioner 
for Patents, Washington, DC 20231; or by facsimile to (703) 
308-6459, marked to the attention of Richard Lazarus. 


Supplementary Information: During a September-October 1997 
meeting of the Governing Bodies of the World Intellectual 
Property Organization (WIPO), the PCT Assembly adopted 
amendments to the PCT Regulations. These amendments to the 
PCT Regulations took effect on July 1, 1998, and the amended 
PCT Regulations were published in the Official Gazette at 1210 
Off. Gaz. Pat. Office 29 (May 12, 1998). An interim rule conform- 
ing the United States rules of practice to the corresponding 
changes in the PCT Regulations was published in the Federal 
Register at 63 FR 29614 (June 1, 1998), and in the Official Gazette 
at 1211 Off. Gaz. Pat. Office 76 (June 23, 1998). 


The Office has received no comments on the changes to 37 CFR 
contained in the interim rule. Accordingly, the changes to 37 CFR 
contained in the above-mentioned interim rule are adopted as final 
in this final rule. 


Applicants are again notified that PCT Rules 20.4(c) and 26.3ter(a) 
and (c) as amended are not compatible with the national law of the 
United States, and thus the USPTO has taken a reservation on 
adherence to these Rules through its notification to the Director 
General of WIPO to such effect. See PCT Rules 20.4(d) and 
26.3ter(b) and (d). Similarly, the USPTO continues not to adhere 
to the unchanged provisions of PCT Rule 49.S(cbis) and (k) with 
respect to the translation requirements for United States national 
stage applications (35 U.S.C. 371(c)(2)). See PCT Rule 49.5(1). 


The above-noted changes to the PCT Regulations include the 
addition of new PCT Rules 89bis and 89ter (directed to electronic 
filing and processing of international applications) which will 
enter into force at the same time as the modifications to the 
Administrative Instructions implementing those PCT Rules. 
Implementation of PCT Rules 89bis and 89ter is optional with 
each national office. In the event that the USPTO decides to 
implement PCT Rules 89bis and 89ter, the USPTO will provide 
notice to that effect in the Federal Register and Official Gazette. 


Discussion of Specific Rules: A section-by-section discussion of 
the changes to title 37 of the Code of Federal Regulations adopted 
as final in this final rule is set forth in the above-mentioned interim 
rule at 63 FR 29614-17, and 1211 Off. Gaz. Pat. Office 77-78. 


Other Considerations: The United States rules of practice con- 
tained in title 37, CFR, must conform to the PCT Articles and the 
Regulations annexed to the PCT. See PCT Articie 27(1). This final 
rule adopts as final changes required to conform the United States 
rules of practice for international applications to the amendments 
to the PCT Regulations which became effective on July 1, 1998. 
Thus, this final rule is covered by the foreign affairs function 
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exception of 5 U.S.C. 553(a)(1), and may be adopted without prior 
notice and opportunity for public comment. See International 
Brotherhood of Teamsters v. Pena, 17 F.3d 1478, 1486 (D.C. Cir. 
1994). 


As prior notice and an opportunity for public comment are not 
required pursuant to 5 U.S.C. 553, or any other law, the analytical 
requirements of the Regulatory Flexibility Act, 5 U.S.C. 601 er 
seq., are inapplicable. This final rule does not contain policies with 
federalism implications sufficient to warrant preparation of a 
Federalism Assessment under Executive Order 12612 (October 26, 
1987). This final rule has been determined not to be significant for 
purposes of Executive Order 12866 (September 30, 1993). 


This final rule contains information collection requirements which 
are subject to review by the Office of Management and Budget 
(OMB) under the Paperwork Reduction Act of 1995 (44 U.S.C. 
3501 et seq.). The principal impact of this final rule is to adopt as 
final changes that conform the United States rules of practice 
relating to applications filed under the PCT to the corresponding 
amendments made to the Regulations under the PCT. 


The general purpose of the PCT is to provide a single set of 
standards and procedures for the filing of patent applications on 
the same invention in any of the over ninety PCT member 
countries. The PCT provides a common filing procedure and a 
standardized application format for international applications. 


The collection of information in this final rule has been reviewed 
and approved by OMB under control number 0651-0021. The 
public reporting burden for this collection of information is 
estimated to average 0.95 hours per response, including the time 
for reviewing instructions, searching existing data sources, gath- 
ering and maintaining the information. Send comments regarding 
this burden estimate or any other aspect of the data requirement, 
including suggestions for reducing the burden to Richard Lazarus 
at the address specified above and to the Office of Information and 
Regulatory Affairs, OMB, 725 17th Street, N.W., Washington, 
D.C., 20503 (Attn: PTO Desk Officer). 


Notwithstanding any other provision of law, no person is required 
to respond to nor shall a person be subject to a penalty for failure 
to comply with a collection of information subject to the require- 
ments of the Paperwork Reduction Act unless that collection of 
information displays a currently valid OMB control number. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Courts, Freedom of infor- 
mation, Inventions and patents, Reporting and recordkeeping 
requirements, Small Businesses. 


For the reasons set forth in the preamble, the interim rule 
amending 37 CFR Part | which was published at 63 FR 29614- 
29620 on June 1, 1998, is adopted as a final rule without change. 
Nov. 23, 1998 Q. TODD DICKINSON 
Deputy Assistant Secretary of 
Commerce and Deputy Commissioner of 
Patents and Trademarks 


[1217 OG 143} 





DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
[Docket No. 000302057-0057-01] 
Request for Comments on Patent Law Treaty 
AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice of request for public comments. 
SUMMARY: A Diplomatic Conference for the adoption of the 


draft Patent Law Treaty will be held at the World Intellectual 
Property Organization in Geneva, Switzerland, from May 11 
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through June 2, 2000. The Patent and Trademark Office is seeking 
comments to obtain views of the public on this effort to simplify 
the formal requirements associated with patent applications and 
patents and the consequent changes to United States law and 
practice. Comments may be offered on any aspect of this effort. 


DATES: All comments are due by April 21, 2000. 


ADDRESSES: Persons wishing to offer written comments should 
address those comments to the Commissioner of Patents and 
Trademarks, Box 4, Patent and Trademark Office, Washington, DC 
20231, marked to the attention of Lois E. Boland. Comments may 
also be submitted by facsimile transmission to (703) 305-8885 or 
by electronic mail through the Internet to lois.boland@uspto.gov. 
All comments will be maintained for public inspection in Room 
902 of Crystal Park II, at 2121 Crystal Drive, Arlington, Virginia. 


FOR FURTHER INFORMATION CONTACT: Lois E. Boland by 
telephone at (703) 305-9300, by fax at (703) 305-8885 or by mail 
marked to her attention and addressed to Commissioner of Patents 
and Trademarks, Box 4, Washington, DC 20231. 


SUPPLEMENTARY INFORMATION: 
1. Background 


Since 1995, the United States has been involved in an effort, 
carried out under the auspices of the World Intellectual Property 
Organization, to reduce the formal requirements associated with 
patent applications and patents in the different countries of the 
world. This effort has involved five sessions of the Committee of 
Experts on the Patent Law Treaty and three sessions of its 
successor, the Standing Committee on the Law of Patents. The 
objective of the meetings has been to develop a Basic Proposal, 
consisting of articles and regulations, which will minimize the 
formal requirements associated with patent applications and pat- 
ents. Upon adoption, these articles and rules will simplify the 
formal obligations and reduce associated costs for patent appli- 
cants and owners of patents in obtaining and preserving their rights 
in inventions in many countries of the world. The Diplomatic 
Conference to conclude this effort will take place in Geneva, 
Switzerland, from May 11 through June 2, 2000. 

The texts of the Basic Proposal, notes on the Basic Proposal and 
other documents relating to the Diplomatic Conference are avail- 
able via WIPO's web site for the Standing Committee on the Law 
of Patents at http://www.wipo.int/scp. 

The United States Patent and Trademark Office (USPTO), 
leading the negotiations for the United States, is interested in 
assessing support for the effort and in obtaining comprehensive 
comments on the particulars of the Basic Proposal. Prior to the 
previous meetings of the Standing Committee and its predecessor, 
the Committee of Experts, the USPTO informally solicited and 
received comments on the then- current drafts of the articles, rules 
and notes. Additionally, on October 22, 1997, before the fifth 
session of the Committee of Experts, the USPTO formally 
solicited comments on the effort via a Federal Register notice. 62 
FR 54836. In light of the upcoming conclusion of this effort, the 
USPTO desires to ensure that the text of the Basic Proposal for the 
Treaty is disseminated as widely as possible and that the oppor- 
tunity to provide comments is correspondingly comprehensive. 

Written comments may be offered on any aspect of the Basic 
Proposal, notes or expected implementation in the United States or 
elsewhere. Comments are also solicited on the expected benefits to 
patent applicants and patentees throughout the world of the 
conclusion and implementation of this Treaty. Comments are also 
welcome on the following specific issues: 


*The substantive and “form or contents” distinctions made in 
Articles 2 and 6, respectively, that serve to define the freedom of 
Contracting Parties to impose requirements relating to patent 
applications and patents; 

*The filing date provision in Article 5 and the effect of the “no 
later than” clause, included in brackets in the Basic Proposal, on 
the ability of Contracting Parties to be more liberal both for basic 
filing date issues in Article 5(1) and for missing part-type issues in 
Article 5(6); 
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The reference filing provision in Article 5(7); 

*The evidentiary limitation imposed upon Contracting Parties in 
Article 6(6); 

*The exemptions from the ability of a Contracting Party to 
mandate representation before the Office of that Contracting Party 
in Article 7(2) and Rule 7(1), with particular reference to the 
bracketed provisions; 

*The application of Article 12 and related Regulations to 
pending applications and to patents in force on the date the Treaty 
binds a Contracting Party even where the failure to comply with a 
time limit occurred prior to that date, as set forth in the bracketed 
language in Article 21(1)(a); and 

*The exceptions available to Contracting Parties for Article 
11--Relief in Respect of Time Limits and Article 12--Reinstate- 
ment of Rights found in Rule 12(5) and Rule 13(3), respectively. 


2. Brief Summary of the Draft Treaty 


The Basic Proposal consists of a draft of the Patent Law Treaty 
(PT/DC/3) and a draft of the Regulations under the Patent Law 
Treaty (PT/DC/4). Bracketed text, other than for paragraph head- 
ings, is not part of the Basic Proposal; it is included in the Basic 
Proposal for convenience and as an indication of issues for which 
resolution is expected at the Diplomatic Conference. Explanatory 
notes on the provisions of the draft Treaty and Regulations are 
contained in document PT/DC/S. While the notes are not part of 
the Basic Proposal, they will be published by WIPO with the text 
of the Treaty upon adoption of the Treaty. The text of the Basic 
Proposal includes 26 articles and 21 rules. A brief summary of 
selected articles and significant associated rules follows. To the 
extent that a given article is not summarized, it is considered to be 
self-explanatory.Insofar as this effort is focused upon and limited 
to formal matters associated with patent applications and patents, 
the USPTO expects that, upon implementation, changes to our 
patent law would be minimal. However, to the extent the need for 
any such change has been identified for a given draft article or rule, 
it is noted below. This discussion is intended, only, to highlight 
various articles and rules; it is not intended as a comprehensive 
treatment of the draft texts. The draft texts should be consulted for 
a complete understanding of the effort that is under way. 

Article 1--Abbreviated Expressions--This article provides defi- 
nitions for terms used throughout the text of the draft articles and 
rules. 

Article 2--General Principles--Paragraphs (1) and (2) of this 
article are included for the avoidance of doubt. With regard to 
paragraph (1), it should be noted that the flexibility of a Contract- 
ing Party is limited in the context of Article 5, the filing date 
provision. Paragraph (2) is important to emphasize that the Treaty 
and regulations cannot be construed to limit the freedom of 
Contracting Parties concerning substantive law relating to patents. 
This latter issue also arises in the context of Article 6 where the 
“form or contents” requirements of the Patent Cooperation Treaty 
are, except as otherwise provided in the Treaty and regulations, 
incorporated as the maximum formal or non-substantive, require- 
ments to which a Contracting Party may require compliance. 

Article 3--Applications and Patents to Which the Treaty Ap- 
plies-- This article defines the scope of the Treaty by virtue of the 
types of applications and patents that are encompassed by its 
terms. As mentioned above, the issue of the application of the 
Treaty to existing applications and patents, covered in Article 21, 
should also be noted, especially concerning the bracketed provi- 
sion in Article 21(1)(b). 

Article 4--National Security--This article preserves the right of 
Contracting Parties to apply measures deemed necessary for the 
preservation of national security. A similar provision appears in 
PCT Article 27(8). 

Article 5--Filing Date--This article is viewed by the United 
States as one of the more important features of the Basic Proposal. 
It mandates that a Contracting Party must provide a filing date for 
an application as of the date on which its Office has received the 
following elements: 

(i) An indication that submitted elements are intended to be an 
application; 

(ii) Indications allowing the identity of the applicant to be 
established or allowing the applicant to be contacted; and 

(iii) A description. 
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This filing date requirement is fairly minimal and would greatly 
simplify the conditions imposed upon the grant of filing dates to 
patent applications throughout the world. Note that this article 
would mandate the acceptance, for filing date purposes, of patent 
applications in any language, subject to the furnishing of later 
translations. The USPTO has supported this article, with the 
knowledge that our claim requirement, for filing date purposes, in 
section 111(a) of title 35, United States Code, would have to be 
deleted. Note that such a requirement is not included for provi- 
sional applications filed under section 111(b) of title 35, United 
States Code. The United States has also supported the retention of 
the bracketed phrase “no later than” throughout this article as it 
will provide Offices needed flexibility on filing date and missing 
part issues. 

Article 6--Application--This article is another of the more 
important features of this effort. It mandates that no Contracting 
Party may impose any requirement relating to the form or contents 
of an application which is different from or additional to any 
requirement applicable under the Patent Cooperation Treaty (PCT) 
in respect of international applications or those requirements 
relating to form or contents, compliance with which may be 
required once national processing has begun. In essence, this 
article states that, except as otherwise provided, if an applicant 
submits an application to a national office that complies with the 
requirements of the PCT, that national office can impose no 
different or additional form or contents requirements on that 
national application. Of course, as Article 2(1) makes clear, 
Contracting Parties would be free to impose requirements that are 
more favorable, from an applicant’s perspective, than this Treaty 
or the PCT. Of note, the incorporation of the “form or contents” 
requirements from the PCT into this article would mandate the 
application of the PCT unity of invention standard for all national 
applications. The USPTO has taken exception to this view insofar 
as unity of invention is considered to be a substantive matter that 
is outside the scope of this effort. Nevertheless, Article 22(1) 
would permit the United States to take a reservation on this issue. 

Article 7--Representation--This article addresses requirements 
regarding representation, mandatory representation and appoint- 
ment of representatives. Importantly, Article 7(2) provides that 
Contracting Parties may not mandate representation for filing date 
purposes, for the payment of maintenance fees or notifications 
relating thereto. Certain bracketed provisions are also included that 
would have the effect, if adopted, of expanding the exceptions to 
mandatory representation, including: any procedure referred to in 
the filing date provision (Article 5), the payment of fees, the filing 
of translations and any other procedure as prescribed in the 
regulations. The United States has consistently supported maxi- 
mizing the exceptions in this article and Rule 7(1). 

Article 8--Communications; Addresses--This article provides 
the basis upon which Contracting Parties may impose require- 
ments relating to the form, format and means of filing of 
communications. Note that paragraph (1)(d) mandates that Con- 
tracting Parties must, even if they eventually and exclusively adopt 
electronic filing, accept the filing of communications on paper for 
the purpose of complying with a time limit. This article also 
addresses signature issues in paragraph (4). Note Rules 8 through 
11 for details regarding these issues. 

Article 9--Notifications--This article allocates burdens relating 
to the sufficiency of notification and the provision of contact 
information among Contracting Parties and prospective recipients 
of notifications. 

Article 10--Validity of Patent; Revocation--This article, in 
paragraph (1). mandates that once a patent has been granted, it 
may not be revoked or invalidated on the ground of non- 
compliance with certain formal requirements enunciated in Article 
6. In paragraph (2), the obligation to provide at least one 
opportunity to make observations on intended revocation or 
invalidation is mandated. 

Article 11--Relief in Respect of Time Limits--This article, with 
Rule 12, requires that the Offices of all Contracting Parties must 
provide either extensions of time limits (similar to practices in the 
USPTO under 37 CFR 1.136) or continued processing (similar to 
practices provided for in the context of the European Patent 
Convention) for time limits fixed by the Office. This article and the 
associated rule do not necessarily apply to time limits that are not 
tixed by the Office, in particular, time limits set by national law. 
The possible exceptions to the requirements of this article that are 
set forth in Rule 12(5) should be noted. 
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Article 12--Re-instatement of Rights After a Finding of Due 
Care or Unintentionality by the Office--This article, with Rule 13, 
requires that all Contracting Parties must provide for the re- 
instatement of rights where an applicant or owner has failed to 
comply with a time limit and that failure has the direct conse- 
quence of causing a loss of rights with respect to an application or 
patent. In the United States, the practice that is embraced by this 
article is found in our revival procedures under 37 CFR 1.137. The 
possible exceptions to the requirements of this article that are set 
forth in Rule 13(3) should be noted. 

Article 13--Correction or Addition of Priority Claim; Restora- 
tion of Priority Right--Paragraph (1) provides for the correction or 
addition of a priority claim to an earlier application where a 
subsequent application is timely filed. Paragraph (2) provides for 
the restoration of the priority right where a subsequent application 
is filed after the expiration of the priority period. The United States 
currently permits correction and late claiming of priority and 
supports the concept of accepting the delayed filing of a subse- 
quent application. The acceptance of delayed filing of a subsequent 
application would require an amendment to section 119 of title 35, 
United States Code. 

Article 14--Regulations--This article provides a basis for all 
matters which the Treaty expressly provides as being “prescribed 
in the Regulations,” for details useful in the implementation of the 
Treaty and for administrative requirements, matters or procedures. 
The article also provides a basis for the rules relating to recorda- 
tion of change in name or address, recordation of change in 
applicant or owner, recordation of a licensing agreement or 
security interest and correction of a mistake. There are no longer 
article provisions for these matters as the level of detail contained 
in the former articles was considered more appropriate for the 
rules. This article also provides a basis for certain administrative 
matters relating to the amendment of the rules, requirement of 
unanimity and resolution of conflicts between the Treaty and the 
regulations. 

Articles 15 through 26, and associated Rules--These articles are 
considered the Administrative and Final provisions of the Treaty 
and are, for the most part, self-explanatory. Many of the provisions 
are modeled after those employed in other recently adopted 
treaties such as the Geneva Act of the Hague Agreement, the 
Trademark Law Treaty, the WIPO Copyright Treaty and the WIPO 
Performances and Phonograms Treaty. Article 21 should be noted, 
including the bracketed provision in paragraph (1)(b), as it relates 
to the application of the Treaty to existing applications and patents. 
Rule 21 should be noted as it relates to the requirement of 
unanimity for amending certain rules under Article 14(3). 
February 25, 2000. Q. TODD DICKINSON 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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Announcement of Certain Amendments to 
the Regulations Under the 
Patent Cooperation Treaty (PCT) 


(183) 


Certain of the Regulations under the Patent Cooperation Treaty 
were amended with effect from July 1, 1998, unless a different date 
is indicated in a footnote to the amended Regulations which are 
reproduced below. The following highlight some of the amend- 
ments made: 


(1) PCT Gazette - the two separate English and French paper 
editions of the Gazette were replaced by a single bilingual paper 
version; 


(2) Language of the international application - the existing 
provisions as to the languages in which international applications 
may be filed, 


(3) Priority claims - PCT Rule 4.10 has been completely revised 
to simplify correction procedures in cases of mistakes and/or 
omissions, to simplify requirements relating to the contents of 
priority claims and to liberalize requirements relating to the 
furnishing of priority documents; 
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(4) Demand for international preliminary examination - a 
safeguard has been introduced for the situation in which a demand 
is not filed with the competent International Preliminary Examin- 
ing Aiuthority (IPEA); 


(5) Access - copies of documents in the files of the International 
Bureau and the [PEA will become more readily available to third 
parties after international publication for international applications 
filed on or after July 1, 1998; 


(6) Payment of fees - time limits for payment of different fees 
during the international phase have been made more uniform and 
other features of relevant rules have been clarified; 


(7) Sequence listings - a new standard for the presentation of 
nucleotide and amino acid sequences will be adopted and will 
replace the current various requirements of the International 
Searching Authorities, IPEAs and designated and elected offices: 
and 


(8) Deposits - the scope of PCT Rule 13is has been broadened 
to cover deposits of biological material. 


AMENDMENTS OF THE REGULATIONS UNDER 
THE PATENT COOPERATION TREATY (PCT) 


TEXT OF THE AMENDED RULES 


Rule 3 
The Request (Form) 


3.1 and 3.2 [No change] 
3.3 Check List 
(a) The request shall contain a list indicating: 


(i) the total number of sheets constituting the international appli- 
cation and the number of the sheets of each element of the 
international application: request, description (separately indicat- 
ing the number of sheets of any sequence listing part of the 
description), claims, drawings, abstract; 


(ii) where applicable, that the international application as filed is 
accompanied by a power of attorney (i.e., a document appointing 
an agent or a common representative), a copy of a general power 
of attorney, a priority document, a sequence listing in computer 
readable form, a document relating to the payment of fees, or any 
other document (to be specified in the check list); 


(iii) [No change] 
(b) [No change] 
3.4 [No change] 


Rule 4 
The Request (Contents) 


4.1 to 4.9 [No change] 
4.10 Priority Claim 


(a) Any declaration referred to in Article 8(1) (“priority claim”) 
shall, subject to Rule 26bis.1, be made in the request; it shall 
consist of a statement to the effect that the priority of an earlier 
application is claimed and shall indicate: 


(1) the date on which the earlier application was filed, being a date 
falling within the period of 12 months preceding the international 
filing date; 


(ii) the number of the earlier application; 
(iii) where the earlier application is a national application, the 


country party to the Paris Convention for the Protection of 
Industrial Property in which it was filed; 
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(iv) where the earlier application is a regional application, the 
authority entrusted with the granting of regional patents under the 
applicable regional patent treaty; 


(v) where the earlier application is an international application, the 
receiving Office with which it was filed. 


(b) In addition to any indication required under paragraph (a)(iv) 
or (Vv): 


(i) where the earlier application is a regional application or an 
international application, the priority claim may indicate one or 
more countries party to the Paris Convention for the Protection of 
Industrial Property for which that earlier application was filed; 


(ii) where the earlier application is a regional application and the 
countries party to the regional patent treaty are not all party to the 
Paris Convention for the Protection of Industrial Property, the 
priority claim shall indicate at least one country party to that 
Convention for which that earlier application was filed. 


(c) For the purposes of paragraphs (a) and (b), Article 2(vi) shall 
not apply. 


(d) [Deleted] 
(e) [Deleted] 


4.11 to 4.17 [No change] 


Rule 5 
The Description 


5.1 [No change] 
5.2 Nucleotide and/or Amino Acid Sequence Disclosure 


(a) Where the international application contains disclosure of one 
or more nucleotide and/or amino acid sequences, the description 
shall contain a sequence listing complying with the standard 
provided for in the Administrative Instructions and presented as a 
separate part of the description in accordance with that standard. 


(b) Where the sequence listing part of the description contains any 
free text as defined in the standard provided for in the Adminis- 
trative Instructions, that free text shall also appear in the main part 
of the description in the language thereof. 


Rule 11 
Physical Requirements of the International Application 


11.1 to 11.13 [No change] 
11.14 Later Documents 


Rules 10, and 11.1 to 11.13, also apply to any document-for 
example, corrected pages, amended claims, translations-submitted 
after the filing of the international application. 


Rule 12 
Language of the International Application 
and Translation for the Purposes of International Search 


12.1 Languages Accepted for the Filing of International Applica- 
tions 


(a) An international application shall be filed in any language 
which the receiving Office accepts for that purpose. 


(b) Each receiving Office shall, for the filing of international 
applications, accept at least one language which is both: 


(i) a language accepted by the International Searching Authority, 
or, if applicable, by at least one of the International Searching 
Authorities, competent for the international searching of interna- 
tional applications filed with that receiving Office, and 
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(ii) a language of publication. 
(iii) [Deleted] 


(c) Notwithstanding paragraph (a), the request shall be filed in a 
language which is both a language accepted by the receiving Office 
under that paragraph and a language of publication. 


(d) Notwithstanding paragraph (a), any text matter contained in the 
sequence listing part of the description referred to in Rule 5.2(a) 
shall be presented in accordance with the standard provided for in 
the Administrative Instructions. 


12.2 Language of Changes in the International Application 


(a) Any amendment of the international application shall, subject 
to Rules 46.3, 55.3 and 66.9, be in the language in which the 
application is filed. 


(b) Any rectification under Rule 91.1 of an obvious error in the 
international application shall be in the language in which the 
application is filed, provided that: 


(i) where a translation of the international application is required 
under Rule 12.3(a), 48.3(b) or 55.2(a), rectifications referred to in 
Rule 91.1(e)(ii) and (iii) shall be filed in both the language of the 
application and the language of that translation; 


(ii) where a translation of the request is required under Rule 
26.3ter(c), rectifications referred to in Rule 91.1(e)(i) need only be 
filed in the language of that translation. 


(c) Any correction under Rule 26 of a defect in the international 
application shall be in the language in which the international 
application is filed. Any correction under Rule 26 of a defect in a 
translation of the international application furnished under Rule 
12.3 or 55.2(a), or in a translation of the request furnished under 
Rule 26.3ter(c), shall be in the language of the translation. 


12.3 Translation for the Purposes of International Search 


(a) Where the language in which the international application is 
filed is not accepted by the International Searching Authority that 
is to carry out the international search, the applicant shall, within 
one month from the date of receipt of the international application 
by the receiving Office, furnish to that Office a translation of the 
international application into a language which is all of the 
following: 


(i) a language accepted by that Authority, and 

(ii) a language of publication, and 

(ili) a language accepted by the receiving Office under Rule 
12.1(a), unless the international application is filed in a language 


of publication. 


(b) Paragraph (a) shall not apply to the request nor to any sequence 
listing part of the description. 


(c) Where, by the time the receiving Office sends to the applicant 
the notification under Rule 20.5(c), the applicant has not furnished 
a translation required under paragraph (a), the receiving Office 
shall, preferably together with that notification, invite the appli- 
cant: 


(i) to furnish the required translation within the time limit under 
paragraph (a); 


(ii) in the event that the required translation is not furnished within 
the time limit under paragraph (a), to furnish it and to pay, where 
applicable, the late furnishing fee referred to in paragraph (e), 
within one month from the date of the invitation or two months 
from the date of receipt of the international application by the 
receiving Office, which ever expires later. 


(d) Where the receiving Office has sent to the applicant an 
invitation under paragraph (c) and the applicant has not, within the 
applicable time limit under paragraph (c)(ii), furnished the re- 
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quired translation and paid any required late furnishing fee, the 
international application shall be considered withdrawn and the 
receiving Office shall so declare. Any translation and any payment 
received by the receiving Office before that Office makes the 
declaration under the previous sentence and before the expiration 
of 15 months from the priority date shall be considered to have 
been received before the expiration of that time limit. 


(e) The furnishing of a translation after the expiration of the time 
limit under paragraph (a) may be subjected by the receiving Office 
to the payment to it, for its own benefit, of a late furnishing fee 
equal to 50% of the basic fee. 


Rule 13bis 
Inventions Relating to Biological Material 


13bis.1 Definition 


For the purposes of this Rule, “reference to deposited biological 
material” means particulars given in an international application 
with respect to the deposit of biological material with a depositary 
institution or to the biological material so deposited. 


13bis.2 References (General) 


Any reference to deposited biological material shall be made in 
accordance with this Rule and, if so made, shall be considered as 
satisfying the requirements of the national law of each designated 
State. 


13bis.3 References: Contents; Failure to Include Reference or 
Indication 


(a) A reference to deposited biological material shall indicate: 
(i) [No change] 


(ii) the date of deposit of the biological material with that 
institution; 


(iii) and (iv) [No change] 


(b) Failure to include a reference to deposited biological material 
or failure to include, in a reference to deposited biological 
material, an indication in accordance with paragraph (a), shall 
have no consequence in any designated State whose national law 
does not require such reference or such indication in a national 
application. 


1 3bis.4 References: Time Limit for Furnishing Indications 


(a) Subject to paragraphs (b) and (c), if any of the indications 
referred to in Rule 13bis.3(a) is not included in a reference to 
deposited biological material in the international application as 
filed but is furnished to the International Bureau: 


(i) within 16 months from the priority date, the indication shall be 
considered by any designated Office to have been furnished in 
time; 


(ii) after the expiration of 16 months from the priority date, the 
indication shall be considered by any designated Office to have 
been furnished on the last day of that time limit if it reaches the 
International Bureau before the technical preparations for interna- 
tional publication have been completed. 


(b) If the national law applicable by a designated Office so requires 
in respect of national applications, that Office may require that any 
of the indications referred to in Rule 13bis.3(a) be furnished earlier 
than 16 months from the priority date, provided that the Interna- 
tional Bureau has been notified of such requirement pursuant to 
Rule 13bis.7(a)(ii) and has published such requirement in the 
Gazette in accordance with Rule 13bis.7(c) at least two months 
before the filing of the international application. 
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(c) Where the applicant makes a request for early publication 
under Article 21(2)(b), any designated Office may consider any 
indication not furnished before the technical preparations for 
international publication have been completed as not having been 
furnished in time. 


(d) The Internationa! Bureau shall notify the applicant of the date 
on which it received any indication furnished under paragraph (a), 
and 


(i) if the indication was received before the technical preparations 
for international publication have been completed, indicate that 
date, and include the relevant data from the indication, in the 
pamphlet published under Rule 48; 


(ii) if the indication was received after the technical preparations 
for international publication have been completed, notify that date 
and the relevant data from the indication to the designated Offices. 


13bis.5 References and Indications for the Purposes of One or 
More Designated States; Different Deposits for Different Desig- 
nated States; Deposits with Depositary Institutions Other than 
Those Notified 


(a) A reference to deposited biological material shall be considered 
to be made for the purposes of all designated States, unless it is 
expressly made for the purposes of certain of the designated States 
only; the same applies to the indications included in the reference. 


(b) References to different deposits of the biological material may 
be made for different designated States 


(c) Any designated Office may disregard a deposit made with a 
depositary institution other than one notified by it under Rule 
1 3bis.7(b). 


13bis.6 Furnishing of Samples 
(a) [Deleted] 


Pursuant to Articles 23 and 40, no furnishing of samples of the 
deposited biological material to which a reference is made in an 
international application shall, except with the authorization of the 
applicant, take place before the expiration of the applicable time 
limits after which national processing may start under the said 
Articles. However, where the applicant performs the acts referred 
to in Articles 22 or 39 after international publication but before the 
expiration of the said time limits, the furnishing of samples of the 
deposited biological material may take place, once the said acts 
have been performed. Notwithstanding the previous provision, the 
furnishing of samples of the deposited biological material may 
take place under the national law applicable by any designated 
Office as soon as, under that law, the international publication has 
the effects of the compulsory national publication of an unexam- 
ined national application. 


13bis.7 National Requirements: Notification and Publication 


(a) Any national Office may notify the International Bureau of any 
requirement of the national law 


(i) that any matter specified in the notification, in addition to those 
referred to in Rule 13bis.3(a)(i), (ii) and (iii), is required to be 
included in a reference to deposited biological material in a 
national application; 


(ii) that one or more of the indications referred to in Rule 
| 3bis.3(a) are required to be included in a national application as 
filed or are required to be furnished at a time specified in the 
notification which is earlier than 16 months from the priority date. 


(b) Each national Office shall notify the International Bureau of the 
depositary institutions with which the national law permits depos- 
its of biological materials to be made for the purposes of patent 
procedure before that Office or, if the national law does not provide 
for or permit such deposits, of that fact. 


(c) [No change] 
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Rule 13ter 
Nucleotide and/or Amino Acid Sequence Listings 


13ter.1 Sequence Listing for International Authorities 


(a) Where the International Searching Authority finds that the 
international application contains disclosure of one or more 
nucleotide and/or amino acid sequences but: 


(i) the international application does not contain a sequence listing 
complying with the standard provided for in the Administrative 
Instructions, that Authority may invite the applicant to furnish to it, 
within a time limit fixed in the invitation, a sequence listing 
complying with that standard; 


(ii) the applicant has not already furnished a sequence listing in 
computer readable form complying with the standard provided for 
in the Administrative Instructions, that Authority may invite the 
applicant to furnish to it, within a time limit fixed in the invitation, 
a sequence listing in such a form complying with that standard. 


(b) [Deleted] 


(c) If the applicant does not comply with an invitation under 
paragraph (a) within the time limit fixed in the invitation, the 
International Searching Authority shall not be required to search 
the international application to the extent that such noncompliance 
has the result that a meaningful search cannot be carried out. 


(d) Where the International Searching Authority finds that the 
description does not comply with RuleS.2(b), it shall invite the 
applicant to file the required correction. Rule 26.4 shall apply 
mutatis mutandis to any correction offered by the applicant. The 
International Searching Authority shall transmit the correction to 
the receiving Office and to the International Bureau. 


(e) Paragraphs (a) and (c) shall apply mutatis mutandis to the 
procedure before the International Preliminary Examining Author- 
ity. 


(f) Any sequence listing not contained in the international appli- 
cation as filed shall not, subject to Article 34, form part of the 
international application. 

13ter.2 Sequence Listing for Designated Office 

Once the processing of the international application has started 
before a designated Office, Rulel3zer.1(a) shall apply mutatis 
mutandis to the procedure before that Office. No designated Office 
shall require the applicant to furnish to it a sequence listing other 
than a sequence listing complying with the standard provided for 
in the Administrative Instructions. 


(b) [Deleted] 


Rule 14 
The Transmittal Fee 


14.1 The Transmittal Fee 
(a) [No change] 


(b) The amount of the transmittal fee, if any, shall be fixed by the 
receiving Office. 

(c) The transmittal fee shall be paid within one month from the 
date of receipt of the international application. The amount 


payable shall be the amount applicable on that date of receipt. 


Rule 15 
The International Fee 


15.1 Basic Fee and Designation Fee 


Each international application shall be subject to the payment of a 
fee for the benefit of the International Bureau (“international fee”) 
to be collected by the receiving Office and consisting of, 


(i) [No change] 
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(ii) as many “designation fees” as there are national patents and 
regional patents sought under Rule4.9(a), except that, where 
Article 44 applies in respect of a designation, only one designation 
fee shall be due for that designation, and that the Schedule of Fees 
may indicate a maximum number of designation fees payable. 


15.2 Amounts 
(a) [No change] 


(b) The basic fee and the designation fee shall be payable in the 
currency or one of the currencies prescribed by the receiving 
Office (“prescribed currency”), it being understood that, when 
transferred by the receiving Office to the International Bureau, 
they shall be freely convertible into Swiss currency. The amounts 
of the basic fee and of the designation fee shall be established, for 
each receiving Office which prescribes the payment of those fees 
in any currency other than Swiss currency, by the Director General 
after consultation with the receiving Office of, or acting under 
Rule19.1(b) for, the State whose official currency is the same as 
the prescribed currency. The amounts so established shall be the 
equivalents, in round figures, of the amounts in Swiss currency set 
out inthe Schedule of Fees. They shall be notified by the 
International Bureau to each receiving Office prescribing payment 
in that prescribed currency and shall be published in the Gazette. 


(c) [No change] 


(d) Where the exchange rate between Swiss currency and any 
prescribed currency becomes different from the exchange rate last 
applied, the Director General shall establish new amounts in the 
prescribed currency according to directives given by the Assembly. 
The newly established amounts shall become applicable two 
months after the date of their publication in the Gazette, provided 
that the receiving Office referred to in the second sentence of 
paragraph (b) and the Director General may agree on a date falling 
during the said two-month period, in which case the said amounts 
shall become applicable from that date. 


15.3 [Deleted] 
15.4 Time Limit for Payment; Amount Payable 


(a) The basic fee shall be paid within one month from the date of 
receipt of the international application. The amount payable shall 
be the amount applicable on that date of receipt. 


(b) The designation fee shall be paid within a time limit of: 
(i) one year from the priority date, or 


(ii) one month from the date of receipt of the international 
application if that one-month period expires later than one year 
from the priority date. 


(c) Where the designation fee is paid before the expiration of one 
month from the date of receipt of the international application, the 
amount payable shall be the amount applicable on that date of 
receipt. Where the time limit under paragraph (b)(i) applies and the 
designation fee is paid before the expiration of that time limit but 
later than one month from the date of receipt of the international 
application, the amount payable shall be the amount applicable on 
the date of payment. (i) and (ii) [Deleted] 


15.5 Fees Under Rule 4.9(c) 


(a) Notwithstanding Rule 15.4(b), the confirmation under Rule 
4.9(c) of any designations made under Rule 4.9(b) shall be subject 
to the payment to the receiving Office of as many designation fees 
(for the benefit of the International Bureau) as there are national 
patents and regional patents sought by the applicant by virtue of 
the confirmation, together with a confirmation fee (for the benefit 
of the receiving Office) equal to SO%of the sum of the designation 
fees payable under this paragraph. Such fees shall be payable in 
respect of each designation so confirmed, even if the maximum 
number of designation fees referred to in item 2(a) of the Schedule 
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of Fees is already payable or if a designation fee is already payable 
in respect of the designation under Rule 4.9(a) of the same State 
for a different purpose. 


(b) [No change] 
15.6 Refund 


The receiving Office shall refund the international fee to the 
applicant: 


(i) if the determination under Article 11(1) is negative, 


(ii) if, before the transmittal of the record copy to the International 
Bureau, the international application is withdrawn or considered 
withdrawn, or 


(iii) if, due to prescriptions concerning national security, the 
international application is not treated as such. 


Rule 16 
The Search Fee 


16.1 Right to Ask for a Fee 
(a) [No change] 


(b) The search fee shall be collected by the receiving Office. The 
said fee shall be payable in the currency or one of the currencies 
prescribed by that Office (“receiving Office currency”), it being 
understood that, if any receiving Office currency is not that, or one 
of those, in which the International Searching Authority has fixed 
the said fee (“fixed currency”), it shall, when transferred by the 
receiving Office to the International Searching Authority, be freely 
convertible into the currency of the State in which the International 
Searching Authority has its headquarters (“headquarters cur- 
rency”). The amount of the search fee in any receiving Office 
currency, other than the fixed currency, shall be established by the 
Director General after consultation with the receiving Office of, or 
acting under Rule 19.1(b) for, the State whose official currency is 
the same as the receiving Office currency. The amounts so 
established shall be the equivalents, in round figures, of the 
amount established by the International Searching Authority in the 
headquarters currency. They shall be notified by the International 
Bureau to each receiving Office prescribing payment in that 
receiving Office currency and shall be published in the Gazette. 


(c) [No change] 


(d) Where the exchange rate between the headquarters currency 
and any receiving Office currency, other than the fixed currency or 
currencies, becomes different from the exchange rate last applied, 
the Director General shall establish the new amount in the said 
receiving Office currency according to directives given by the 
Assembly. The newly established amount shall become applicable 
two months after its publication in the Gazette, provided that any 
receiving Office referred to in the third sentence of paragraph (b) 
and the Director General may agree on a date falling during the 
said two-month period, in which case the said amount shall 
become applicable for that Office from that date. 


(e) [No change] 

(f) As to the time limit for payment of the search fee and the 
amount payable, the provisions of Rule15.4(a) relating to the basic 
fee shall apply mutatis mutandis. 

16.2 Refund 

The receiving Office shall refund the search fee to the applicant: 
(i) if the determination under Article 11(1) is negative, 

(ii) if, before the transmittal of the search copy to the International 
Searching Authority, the international application is withdrawn or 


considered withdrawn, or 


(iii) if, due to prescriptions concerning national security, the 
international application is not treated as such. 
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16.3 [No change] 


Rule 16bis 
Extension of Time Limits for Payment of Fees 


16bis.1 Invitation by the Receiving Office 


(a) Where, by the time they are due under Rules 14.1(c), 15.4(a) 
and 16.1(f), the receiving Office finds that no fees were paid to it, 
or that the amount paid to it is insufficient to cover the transmittal 
fee, the basic fee and the search fee, the receiving Office shall 
invite the applicant to pay to it the amount required to cover those 
fees, together with, where applicable, the late payment fee under 
Rule 16bis.2, within a time limit of one month from the date of the 
invitation. 


(b) Where, by the time they are due under Rule 15.4(b), the 
receiving Office finds that no fees were paid to it, or that the 
amount paid to it is insufficient to cover the designation fees 
necessary to cover all the designations under Rule 4.9(a), the 
receiving Office shall invite the applicant to pay to it the amount 
required to cover those fees, together with, where applicable, the 
late payment fee under Rule 16bis.2, within a time limit of one 
month from the date of the invitation. The amount payable in 
respect of any designation fee shall be the amount applicable on 
the last day of the one-year period from the priority date if the time 
limit under Rule 15.4(b)(i) applies or the amount applicable on the 
date of receipt of the international application if the time limit 
under Rule 15.4(b)(ii) applies. 


(c) Where the receiving Office has sent to the applicant an 
invitation under paragraph (a) or (b) and the applicant has not, 
within the time limit referred to in that paragraph, paid in full the 
amount due, including, where applicable, the late payment fee 
under Rule 1 6bis.2, the receiving Office shall, subject to paragraph 
(d): 


(i) to (iti) [No change] 


(d) Any payment received by the receiving Office before that 
Office sends the invitation under paragraph (a) or (b) shall be 
considered to have been received before the expiration of the time 
limit under Rule 14.1(c), 15.4(a) or (b) or 16.1(f), as the case may 
be. 


(e) Any payment received by the receiving Office before that 
Office makes the applicable declaration under Article 14(3) shall 
be considered to have been received before the expiration of the 
time limit referred to in paragraph (a) or (b). 


16bis.2 Late Payment Fee 


(a) The payment of fees in response to an invitation under Rule 
l6bis.1(a) or (b) may be subjected by the receiving Office to the 
payment to it, for its own benefit, of a late payment fee. The 
amount of that fee shall be: 


(i) and (ii) [No change] (b) The amount of the late payment fee 
shall not, however, exceed the amount of the basic fee referred to 
in item I(a) of the Schedule of Fees. 


Rule 17 
The Priority Document 


17.1 Obligation to Submit Copy of Earlier National or Interna- 
tional Application 


(a) Where the priority of an earlier national or international 
application is claimed under Article 8, a copy of that earlier 
application, certified by the authority with which it was filed (“the 
priority document”), shall, unless already filed with the receiving 
Office together with the international application in which the 
priority claim is made, and subject to paragraph (b), be submitted 
by the applicant to the International Bureau or to the receiving 
Office not later than 16 months after the priority date, provided that 
any copy of the said earlier application which is received by the 
International Bureau after the expiration of that time limit shall be 
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considered to have been received by that Bureau on the last day of 
that time limit if it reaches it before the date of international 
publication of the international application. 


(b) Where the priority document is issued by the receiving Office, 
the applicant may, instead of submitting the priority document, 
request the receiving Office to prepare and transmit the priority 
document to the International Bureau. Such request shall be made 
not later than 16 months after the priority date and may be 
subjected by the receiving Office to the payment of a fee. 


(c) If the requirements of neither of the two preceding paragraphs 

are complied with, any designated State may disregard the priority 

claim, provided that no designated Office shall disregard the 

priority claim before giving the applicant an [009a]bnopportu- 

nity to furnish the priority document within a time limit which 
shall be reasonable under the circumstances. 


17.2 Availability of Copies 


(a) Where the applicant has complied with Rule 17.1(a) or (b), the 
International Bureau shall, at the specific request of the designated 
Office, promptly but not prior to the international publication of 
the international application, furnish a copy of the priority docu- 
ment to that Office. No such Office shall ask the applicant himself 
to furnish it with a copy. The applicant shall not be required to 
furnish a translation to the designated Office before the expiration 
of the applicable time limit under Article 22. Where the applicant 
makes an express request to the designated Office under Article 
23(2) prior to the international publication of the international 
application, the International Bureau shall, at the specific request 
of the designated Office, furnish a copy of the priority document to 
that Office promptly after receiving it. 


(b) [No change] 

(c) Where the international application has been published under 
Article 21, the International Bureau shall furnish a copy of the 
priority document to any person upon request and subject to 
reimbursement of the cost unless, prior to that publication: 


(i) [No change] 


(ii) the relevant priority claim was withdrawn or considered, under 
Rule 26bis.2(b), not to have been made. 


(iii) [Deleted] 
(d) [Deleted] 


Rule 19 
The Competent Receiving Office 


19.1 to 19.3 [No change] 
19.4 Transmittal to the International Bureau as Receiving Office 


(a) Where an international application is filed with a national 
Office which acts as a receiving Office under the Treaty but 


(i) that national Office is not competent under Rule 19.1 or 19.2 to 
receive that international application, or 


(ii) that international application is not in a language accepted 
under Rule 12.1(a) by that national Office but is in a language 
accepted under that Rule by the International Bureau as receiving 
Office, or 


(iii) that national Office and the International Bureau agree, for any 
reason other than those specifiedunder items (i) and (ii), and with 
the authorization of the applicant, that the procedure under this 
Rule should apply, 


that international application shall, subject to paragraph (b), be 
considered to have been received by that Office on behalf of the 
International Bureau as receiving Office under Rule 19.1(a)(iii). 


(b) [No change] 
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(c) For the purposes of Rules 14.1(c), 15.4(a) to (c) and 16.1(f), 
where the international application was transmitted to the Interna- 
tional Bureau under paragraph (b), the date of receipt of the 
international application shall be considered to be the date on 
which the international application was actually received by the 
International Bureau. For the purposes of this paragraph, the last 
sentence of paragraph (b) shall not apply. 


Rule 20 
Receipt of the International Application 


20.1 to 20.3 [No change] 
20.4 Determination Under Article 11(1) 
(a) and (b) [No change] 


(c) For the purposes of Article 11(1)(ii), it shall be sufficient that 
the part which appears to be a description (other than any sequence 
listing part thereof) and the part which appears to be a claim or 
claims be in a language accepted by the receiving Office under 
Rule 12.1(a). 


(d) If, on October 1, 1997, paragraph (c) is not compatible with the 
national law applied by the receiving Office, paragraph (c) shall 
not apply to that receiving Office for as long as it continues not to 
be compatible with that law, provided that the said Office informs 
the International Bureau accordingly by December 31, 1997. The 
information received shall be promptly published by the Interna- 
tional Bureau in the Gazette. 


20.5 to 20.9 [No change} 


Rule 22 
Transmittal of the Record Copy and Translation 


22.1 Procedure 
(a) to (g) [No change] 


(h) Where the international application is to be published in the 
language of a translation furnished under Rule 12.3, that transla- 
tion shall be transmitted by the receiving Office to the International 
Bureau together with the record copy under paragraph (a) or, if the 
receiving Office has already transmitted the record copy to the 
International Bureau under that paragraph, promptly after receipt 
of the translation. 


22.2 [Remains deleted] 
22.3 [No change] 


Rule 23 
Transmittal of the Search Copy, 
Translation and Sequence Listing 


23.1 Procedure 


(a) Where no translation of the international application is required 
under Rule 12.3(a), the search copy shall be transmitted by the 
receiving Office to the International Searching Authority at the 
latest on the same day as the record copy is transmitted to the 
International Bureau unless no search fee has been paid. In the 
latter case, it shall be transmitted promptly after payment of the 
search fee. 


(b) Where a translation of the international application is furnished 
under Rule 12.3, a copy of that translation and of the request, 
which together shall be considered to be the search copy under 
Article 12(1), shall be transmitted by the receiving Office to the 
International Searching Authority, unless no search fee has been 
paid. In the latter case, a copy of the said translation and of the 
request shall be transmitted promptly after payment of the search 
fee. 


(c) Any sequence listing in computer readable form which is 
furnished to the receiving Office shall be transmitted by that Office 
to the International Searching Authority. 
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Rule 26 
Checking by, and Correcting Before, the Receiving Office 
of Certain Elements of the International Application 


26.1 and 26.2 [No change] 
26.3 Checking of Physical Requirements Under Article 14(1)(a)(v) 


(a) Where the international application is filed in a language of 
publication, the receiving Office shall check: 


(i) the international application for compliance with the physical 
requirements referred to in Rule 11 only to the extent that 
compliance therewith is necessary for the purpose of reasonably 
uniform international publication; 


(ii) any translation furnished under Rule 12.3 for compliance with 
the physical requirements referred to in Rule 11 to the extent that 
compliance therewith is necessary for the purpose of satisfactory 
reproduction. 


(b) Where the international application is filed in a language which 
is not a language of publication, the receiving Office shall check: 


(i) the international application for compliance with the physical 
requirements referred to in Rule 11 only to the extent that 
compliance therewith is necessary for the purpose of satisfactory 
reproduction; 


(ii) any translation furnished under Rule 12.3 and the drawings for 
compliance with the physical requirements referred to in Rule 11 
to the extent that compliance therewith is necessary for the 
purpose of reasonably uniform international publication. 


26.3bis Invitation under Article 14(1)(b) to Correct Defects Under 
Rule 11 


The receiving Office shall not be required to issue the invitation 
under Article 14(1)(b) to correct a defect under Rule 1] where the 
physical requirements referred to in that Rule are complied with to 
the extent required under Rule 26.3. 


26.3ter Invitation to Correct Defects Under Article 3(4)(i) 


(a) Where the abstract or any text matter of the drawings is filed in 
a language which is different from the language of the description 
and the claims, the receiving Office shall, unless(i) a translation of 
the international application is required under Rule 12.3(a), or 


(ii) the abstract or the text matter of the drawings is in the language 
in which the international application is to be published, 


invite the applicant to furnish a translation of the abstract or the 
text matter of the drawings into the language in which the 
international application is to be published. Rules 26.1(a), 26.2, 
26.3, 26.3bis, 26.5 and 29.1 shall apply mutatis mutandis. 


(b) If, on October 1, 1997, paragraph (a) is not compatible with the 
national law applied by the receiving Office, paragraph (a) shall 
not apply to that receiving Office for as long as it continues not to 
be compatible with that law, provided that the said Office informs 
the International Bureau accordingly by December 31, 1997. The 
information received shall be promptly published by the Interna- 
tional Bureau in the Gazette. 


(c) Where the request does not comply with Rule 12.1(c), the 
receiving Office shall invite the applicant to file a translation so as 
to comply with that Rule. Rules 3, 26.1(a), 26.2, 26.5 and 29.1 
shall apply mutatis mutandis. 


(d) If, on October 1, 1997, paragraph (c) is not compatible with the 
national law applied by the receiving Office, paragraph (c) shall 
not apply to that receiving Office for as long as it continues not to 
be compatible with that law, provided that the said Office informs 
the International Bureau accordingly by December 31, 1997. The 
information received shall be promptly published by the Interna- 
tional Bureau in the Gazette. 
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26.4 [No change, except for the deletion of the redundant 
numbering of paragraph “(a)"] 


26.5 [No change, except for the deletion of the redundant 
numbering of paragraph “(a)”] 


26.6 [No change] 


Rule 26bis 
Correction or Addition of Priority Claim 


26bis.1 Correction or Addition of Priority Claim 


(a) The applicant may correct or add a priority claim by a notice 
submitted to the receiving Office or the International Bureau 
within a time limit of 16 months from the priority date or, where 
the correction or addition would cause a change in the priority 
date, 16 months from the priority date also changed, whichever 
16-month period expires first, provided that such a notice may be 
submitted until the expiration of four months from the interna- 
tional filing date. The correction of a priority claim may include 
the addition of any indication referred to in Rule 4.10. 


(b) Any notice referred to in paragraph (a) received by the 
receiving Office or the International Bureau after the applicant has 
made a request for early publication under Article 21(2)(b) shall be 
considered not to have been submitted, unless that request is 
withdrawn before the technical preparations for international 
publication have been completed. 


(c) Where the correction or addition of a priority claim causes a 
change in the priority date, any time limit which is computed from 
the previously applicable priority date and which has not already 
expired shall be computed from the priority date as so changed. 


26bis.2 Invitation to Correct Defects in Priority Claims 


(a) Where the receiving Office or, if the receiving Office fails to do 
so, the International Bureau, finds that a priority claim does not 
comply with the requirements of Rule 4.10 or that any indication 
in a priority claim is not the same as the corresponding indication 
appearing in the priority document, the receiving Office or the 
International Bureau, as the case may be, shall invite the applicant 
to correct the priority claim. 

(b) If, in response to an invitation under paragraph (a), the 
applicant does not, before the expiration of the time limit under 
Rule 26bis.1(a), submit a notice correcting the priority claim so as 
to comply with the requirements of Rule 4.10, that priority claim 
shall, for the purposes of the procedure under the Treaty, be 
considered not to have been made and the receiving Office or the 
International Bureau, as the case may be, shall so declare and shall 
inform the applicant accordingly, provided that a priority claim 
shall not be considered not to have been made only because the 
indication of the number of the earlier application referred to in 
Rule 4.10(a)(ii) is missing or because an indication inthe priority 
claim is not the same as the corresponding indication appearing in 
the priority document. 


(c) Where the receiving Office or the International Bureau has 
made a declaration under paragraph(b), the International Bureau 
shall, upon request made by the applicant and received by the 
International Bureau prior to the completion of the technical 
preparations for international publication, and subject to the 
payment of a special fee whose amount shall be fixed in the 
Administrative Instructions, publish, together with the interna- 
tional application, information concerning the priority claim which 
was considered not to have been made. A copy of that request shall 
be included in the communication under Article 20 where a copy 
of the pamphlet is not used for that communication or where the 
international application is not published by virtue of Article 64(3). 
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Rule 29 
International Applications or Designations 
Considered Withdrawn 


29.1 Finding by Receiving Office 


(a) If the receiving Office declares, under Article 14(1)(b) and Rule 
26.5 (failure to correct certain defects), or under Article 14(3)(a) 
(failure to pay the prescribed fees under Rule 27.1(a)), or under 
Article 14(4) (later finding of non-compliance with the require- 
ments listed in items (i) to (iii) of Article 11(1)), or under Rule 
12.3(d) (failure to furnish a required translation or, where appli- 
cable, to pay a late furnishing fee), or under Rule 92.4(g)(i) (failure 
to furnish the original of a document), that the international 
application is considered withdrawn: 


(i) to (iv) [No change] 

(b) [No change] 

29.2 [Remains deleted] 
29.3 and 29.4 [No change] 


Rule 34 
Minimum Documentation 


34.1 Definition 
(a) and (b) [No change] 


(c) Subject to paragraphs (d) and (e), the “national patent docu- 
ments” shall be the following: 


(i) the patents issued in and after 1920 by France, the former 
Reichspatentamt of Germany, Japan, the former Soviet Union, 
Switzerland (in the French and German languages only), the 
United Kingdom, and the United States of America, 


(ii) the patents issued by the Federal Republic of Germany and the 
Russian Federation, 


(iii) [No change] 

(iv) the inventors’ certificates issued by the former Soviet Union, 
(v) and (vi) [No change] 

(d) [No change] 


(e) Any International Searching Authority whose official language, 
or one of whose official languages, is not Japanese, Russian or 
Spanish is entitled not to include in its documentation those patent 
documents of Japan, the Russian Federation and the former Soviet 
Union as well as those patent documents in the Spanish language, 
respectively, for which no abstracts in the English language are 
generally available. English abstracts becoming generally avail- 
able after the date of entry into force of these Regulations shall 
require the inclusion of the patent documents to which the 
abstracts refer no later than six months after such abstracts become 
generally available. In case of the interruption of abstracting 
services in English in technical fields in which English abstracts 
were formerly generally available, the Assembly shall take appro- 
priate measures to provide for the prompt restoration of such 
services in the said fields. 


(f) [No change] 


Rule 37 
Missing or Defective Title 


37.1 [No change] 
37.2 Establishment of Title 
If the international application does not contain a title and the 


International Searching Authority has not received a notification 
from the receiving Office to the effect that the applicant has been 
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invited to furnish a title, or if the said Authority finds that the title 
does not comply with Rule 4.3, it shall itself establish a title. Such 
title shall be established in the language in which the international 
application isto be published or, if a translation into another 
language was transmitted under Rule 23.1(b) and the International 
Searching Authority so wishes, in the language of that translation. 


Rule 38 
Missing or Defective Abstract 


38.1 [No change] 
38.2 Establishment of Abstract 


(a) If the international application does not contain an abstract and 
the International Searching Authority has not received a notifica- 
tion from the receiving Office to the effect that the applicant has 
been invited to furnish an abstract, or if the said Authority finds 
that the abstract does not comply with Rule 8, it shall itself 
establish an abstract. Such abstract shall be established in the 
language in which the international application is to be published 
or, if a translation into another language was transmitted under 
Rule 23.1(b) and the International Searching Authority so wishes, 
in the language of that translation. 


(b) [No change] 


Rule 43 
The International Search Report 


43.1 to 43.3 [No change] 
43.4 Language 


Every international search report and any declaration made under 
Article 17(2)(a) shall be in the language in which the international 
application to which it relates is to be published or, if a translation 
into another language was transmitted under Rule 23.1(b) and the 
International Searching Authority so wishes, in the language of 
that translation. 


43.5 to 43.8 [No change] 43.9 Additional Matter 


The international search report shall contain no matter other than 
that specified in Rules 33.1(b) and (c), 43.1 to 43.3, 43.5 to 43.8, 
and 44.2, and the indication referred to in Article 17(2)(b), 
provided that the Administrative Instructions may permit the 
inclusion in the international search report of any additional matter 
specified in the Administrative Instructions. The international 
search report shall not contain, and the Administrative Instructions 
shall not permit the inclusion of, any expressions of opinion, 
reasoning, arguments, or explanations. 


43.10 [No change} 


Rule 44 
Transmittal of the International Search Report, Etc. 


44.1 [No change] 


44.2 [No change, except for the deletion of the redundant 
numbering of paragraph “(a)”] 


44.3 [No change] 


Rule 46 
Amendment of Claims Before the International Bureau 


46.1 to 46.4 [No change] 


46.5 {No change, except for the deletion of the redundant 
numbering of paragraph “(a)”] 


Rule 47 
Communication to Designated Offices 


47.1 and 47.2 [No change] 
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47.3 Languages 


(a) The international application communicated under Article 20 
shall be in the language in which it is published. 


(b) Where the language in which the international application is 
published is different from the language in which it was filed, the 
International Bureau shall furnish to any designated Office, upon 
the request of that Office, a copy of that application in the language 
in which it was filed. 


47.4 [No change] 


Rule 48 
International Publication 


48.1 [No change] 

48.2 Contents 

(a) The pamphlet shall contain: 

(i) to (vii) [No change] 

(viii) the relevant data from any indications in relation to deposited 
biological material furnished under Rule | 3bis separately from the 
description, together with an indication of the date on which the 
International Bureau received such indications, 

(ix) any information concerning a priority claim considered not to 
have been made under Rule26bis.2(b), the publication of which is 
requested under Rule 26bis.2(c). 


(b) to (i) [No change] 


48.3 Languages of Publication 


(a) If the international application is filed in Chinese, English, 
French, German, Japanese, Russian or Spanish (“languages of 
publication”), that application shall be published in the language in 
which it was filed. 


(a-bis) If the international application is not filed in a language of 
publication and a translation into a language of publication has 
been furnished under Rule 12.3, that application shall be published 
in the language of that translation. 


(b) If the international application is filed in a language which is 
not a language of publication and no translation into a language of 
publication is required under Rule 12.3(a), that application shall be 
published in English translation. The translation shall be prepared 
under the responsibility of the International Searching Authority, 
which shall be obliged to have it ready in time to permit 
international publication by the prescribed date, or, where Article 
64(3)(b) applies, to permit the communication under Article 20 by 
the end of the 19th month after the priority date. Notwithstanding 
Rule 16.1(a), the International Searching Authority may charge a 
fee for the translation to the applicant. The International Searching 
Authority shall give the applicant an opportunity to comment on 
the draft translation. The International Searching Authority shall 
fix a time limit reasonable under the circumstances of the case for 
such comments. If there is no time to take the comments of the 
applicant into account before the translation is communicated or if 
there is a difference of opinion between the applicant and the said 
Authority as to the correct translation, the applicant may send a 
copy of his comments, or what remains of them, to the Interna- 
tional Bureau and each designated Office to which the translation 
was communicated. The International Bureau shall publish the 
relevant portions of the comments together with the translation of 
the International Searching Authority or subsequently to the 
publication of such translation. 


(c) [No change] 


48.4 to 48.6 [No change] 
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Rule 49 
Copy, Translation and Fee Under Article 22 


49.1 to 49.4 [No change] 

49.5 Contents of and Physical Requirements for the Translation 
(a) For the purposes of Article 22, the translation of the interna- 
tional application shall contain the description (subject to para- 
graph (a-bis)), the claims, any text matter of the drawings and the 
abstract. If required by the designated Office, the translation shall 
also, subject to paragraphs (b), (c-bis) and (e), 

(i) to (iii) [No change] 

(a-bis) No designated Office shall require the applicant to furnish 
to it a translation of any text matter contained in the sequence 
listing part of the description if such sequence listing part complies 
with Rule 12.1(d) and if the description complies with Rule 5.2(b). 
(b) to (1) [No change] 


Rule 54 
The Applicant Entitled to Make a Demand 


54.1 [No change] 

54.2 Right to Make a Demand 

The right to make a demand under Article 31(2) shall exist if the 
applicant making the demand or, if there are two or more 
applicants, at least one of them is a resident or national of a 
Contracting State bound by Chapter [I and the international 
application has been filed with a receiving Office of or acting for 
a Contracting State bound by Chapter II. 

(i) and (ii) [Deleted] 


54.3 [No change] 


54.4 [No change, except for the deletion of the redundant 
numbering of paragraph “(a)”] 


Rule 55 
Languages (Internationa! Preliminary Examination) 


55.1 [No change] 


55.2 Translation of International Application 


(a) Where neither the language in which the international appli- 
cation is filed nor the language in which the international appli- 
cation is published is accepted by the International Preliminary 
Examining Authority that is to carry out the international prelimi- 
nary examination, the applicant shall, subject to paragraph (b), 
furnish with the demand a translation of the international applica- 
tion into a language which is both: 


(i) a language accepted by that Authority, and 
(ii) a language of publication. 


(b) Where a translation of the international application into a 
language referred to in paragraph (a) was transmitted to the 
International Searching Authority under Rule 23.1(b) and the 
International Preliminary Examining Authority is part of the same 
national Office or intergovernmental organization as the Interna- 
tional Searching Authority, the applicant need not furnish a 
translation under paragraph(a). In such a case, unless the applicant 
furnishes a translation under paragraph (a), the international 
preliminary examination shall be carried out on the basis of the 
translation transmitted under Rule 23.1(b). 


(c) [No change] 
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(d) If the applicant complies with the invitation within the time 
limit under paragraph (c), the said requirement shall be considered 
to have been complied with. If the applicant fails to do so, the 
demand shall be considered not to have been submitted and the 
International Preliminary Examining Authority shall so declare. 


(e) [Deleted] 
55.3 [No change] 


Rule 57 
The Handling Fee 


57.1 [No change, except for the deletion of the redundant 
numbering of paragraph “(a)”] 


57.2 Amount 
(a) [No change] 
(b) [Remains deleted] 


(c) The handling fee shall be payable in the currency or one of the 
currencies prescribed by the International Preliminary Examining 
Authority (“prescribed currency”), it being understood that, when 
transferred by that Authority to the International Bureau, it shall be 
freely convertible into Swiss currency. The amount of the handling 
fee shall be established, in each prescribed currency, for each 
International Preliminary Examining Authority which prescribes 
the payment of the handling fee in any currency other than Swiss 
currency, by the Director General after consultation with the Office 
with which consultation takes place under Rule 15.2(b) in relation 
to that currency, or, if there is no such Office, with the Authority 
which prescribes payment in that currency. The amount so 
established shall be the equivalent, in round figures, of the amount 
in Swiss currency set out in the Schedule of Fees. It shall be 
notified by the International Bureau to each International Prelimi- 
nary Examining Authority prescribing payment in that prescribed 
currency and shall be published in the Gazette. 


(d) and (e) [No change] 

57.3 Time Limit for Payment; Amount Payable 

The handling fee shall be paid within one month from the date on 
which the demand was submitted, provided that, where the 
demand was transmitted to the International Preliminary Examin- 
ing Authority under Rule 59.3, the handling fee shall be paid 
within one month from the date of receipt by that Authority. The 
amount payable shall be the amount applicable on that date of 
submittal or date of receipt, as the case may be. For the purposes 
of the preceding two sentences, Rule 59.3(e) shall not apply. 

(b) [Remains deleted] 

(c) [Deleted] 

57.4 [Deleted] 

57.5 [Remains deleted] 


57.6 Refund 


The International Preliminary Examining Authority shall refund 
the handling fee to the applicant: 


(i) [No change] 


(ii) if the demand is considered, under Rule 54.4, not to have been 
submitted. 


Rule 58 
The Preliminary Examination Fee 


58.1 Right to Ask for a Fee 


(a) [No change] 
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(b) The amount of the preliminary examination fee, if any, shall be 
fixed by the International Preliminary Examining Authority. As to 
the time limit for payment of the preliminary examination fee and 
the amount payable, the provisions of Rule 57.3 relating to the 
handling fee shall apply mutatis mutandis. 


(c) [No change] 
58.2 [Deleted] 
58.3 [No change] 


Rule S58bis 
Extension of Time Limits for Payment of Fees 


58bis.1 Invitation by the International Preliminary Examining 
Authority 


(a) Where, by the time they are due under Rules 57.3 and 58.1(b), 
the International Preliminary Examining Authority finds that no 
fees were paid to it, or that the amount paid to it is insufficient to 
cover the handling fee and the preliminary examination fee, the 
Authority shall invite the applicant to pay to it the amount required 
to cover those fees, together with, where applicable, the late 
payment fee under Rule 58bis.2, within a time limit of one month 
from the date of the invitation. 


(b) Where the International Preliminary Examining Authority has 
sent an invitation under paragraph(a) and the applicant has not, 
within the time limit referred to in that paragraph, paid in full the 
amount due, including, where applicable, the late payment fee 
under Rule 58bis.2, the demand shall, subject to paragraph (c), be 
considered as if it had not been submitted and the International 
Preliminary Examining Authority shall so declare. 


(c) Any payment received by the International Preliminary Exam- 
ining Authority before that Authority sends the invitation under 
paragraph (a) shall be considered to have been received before the 
expiration of the time limit under Rule 57.3 or 58.1(b), as the case 
may be. (d) Any payment received by the International Preliminary 
Examining Authority before that Authority proceeds under para- 
graph (b) shall be considered to have been received before the 
expiration of the time limit under paragraph (a). 


58bis.2 Late Payment Fee 


(a) The payment of fees in response to an invitation under Rule 
58bis.1(a) may be subjected by the International Preliminary 
Examining Authority to the payment to it, for its own benefit, of a 
late payment fee. The amount of that fee shall be: 


(i) 50%of the amount of unpaid fees which is specified in the 
invitation, or, 


(ii) if the amount calculated under item (i) is less than the handling 
fee, an amount equal to the handling fee. 


(b) The amount of the late payment fee shall not, however, exceed 
double the amount of the handling fee. 


Rule 59 
The Competent International 
Preliminary Examining Authority 


59.1 and 59.2 [No change] 


59.3 Transmittal of Demand to the Competent International 
Preliminary Examining Authority 


(a) If the demand is submitted to a receiving Office, an Interna- 
tional Searching Authority, or an International Preliminary Exam- 
ining Authority which is not competent for the international 
preliminary examination of the international application, that 
Office or Authority shall mark the date of receipt on the demand 
and, unless it decides to proceed under paragraph (f), transmit the 
demand promptly to the International Bureau. 


(b) If the demand is submitted to the International Bureau, the 
International Bureau shall mark the date of receipt on the demand. 
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(c) Where the demand is transmitted to the International Bureau 
under paragraph (a) or submitted to it under paragraph (b), the 
International Bureau shall promptly: 


(i) if there is only one competent International Preliminary 
Examining Authority, transmit the demand to that Authority and 
inform the applicant accordingly, or 


(ii) if two or more International Preliminary Examining Authori- 
ties are competent, invite the applicant to indicate, within 15 days 
from the date of the invitation or 19 months from the priority date, 
whichever is later, the competent International Preliminary Exam- 
ining Authority to which the demand should be transmitted. 


(d) Where an indication is furnished as required under paragraph 
(c)(ii), the International Bureaushall promptly transmit the demand 
to the competent International Preliminary Examining Authority 
indicated by the applicant. Where no indication is so furnished, the 
demand shall be considered not to have been submitted and the 
International Bureau shall so declare. 


(e) Where the demand is transmitted to a competent International 
Preliminary Examining Authority under paragraph (c), it shall be 
considered to have been received on behalf of that Authority on the 
date marked on it under paragraph (a) or (b), as applicable, and the 
demand so transmitted shall be considered to have been received 
by that Authority on that date. 


(f) Where an Office or Authority to which the demand is submitted 
under paragraph (a) decides to transmit that demand directly to the 
competent International Preliminary Examining Authority, para- 
graphs (c) to (e) shall apply mutatis mutandis. 


Rule 60 
Certain Defects in the Demand or Elections 


60.1 Defects in the Demand 
(a) and (b) [No change] 


(c) Subject to paragraph (d), if the applicant does not comply with 
the invitation within the time limit under paragraph (a), the 
demand shall be considered as if it had not been submitted and the 
International Preliminary Examining Authority shall so declare. 


(d) to (g) [No change] 
60.2 Defects in Later Elections 
(a) and (b) [No change] 


(c) Subject to paragraph (d), if the applicant does not comply with 
the invitation within the time limit under paragraph (a), the notice 
shall be considered as if it had not been submitted and the 
International Bureau shall so declare. 


(d) [No change] 


Rule 61 
Notification of the Demand and Elections 


61.1 Notification to the International Bureau and the Applicant 


(a) The International Preliminary Examining Authority shall indi- 
cate on the demand the date of receipt or, where applicable, the 
date referred to in Rule 60.1(b). The International Preliminary 
Examining Authority shall promptly either send the demand to the 
International Bureau and keep a copy in its files or send a copy to 
the International Bureau and keep the demand in its files. 


(b) The International Preliminary Examining Authority shall 
promptly notify the applicant of the date of receipt of the demand. 
Where the demand has been considered under Rules 54.4, 55.2(d), 
58bis.1(b) or 60.1(c) as if it had not been submitted or where an 
election has been considered under Rule 60.1(d) as if it had not 
been made, the International Preliminary Examining Authority 
shall notify the applicant and the International Bureau accordingly. 


(c) [No change] 
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61.2 and 61.3 [No change] 
61.4 Publication in the Gazette 


Where a demand has been filed before the expiration of 19 months 
from the priority date, theInternational Bureau shall, promptly 
after the filing of the demand but not before the international 
publication of the international application, publish in the Gazette 
information on the demand and the elected States concerned, as 
provided in the Administrative Instructions. 


Rule 62 
Copy of Amendments Under Article 19 
for the International Preliminary Examining Authority 


62.1 Amendments Made Before the Demand is Filed 


Upon receipt of a demand, or a copy thereof, from the Interna- 
tional Preliminary Examining Authority, the International Bureau 
shall promptly transmit a copy of any amendments under Article 
19, and any statement referred to in that Article, to that Authority, 
unless that Authority has indicated that it has already received such 
a copy. 


62.2 Amendments Made After the Demand is Filed 


If, at the time of filing any amendments under Article 19, a demand 
has already been submitted, the applicant shall preferably, at the 
same time as he files the amendments with the International 
Bureau, also file with the International Preliminary Examining 
Authority a copy of such amendments and any statement referred 
to in that Article. In any case, the International Bureau shall 
promptly transmit a copy of such amendments and statement to 
that Authority. 


Rule 66 
Procedure Before the International 
Preliminary Examining Authority 


66.1 to 66.7 [No change} 
66.8 Form of Amendments 


(a) Subject to paragraph (b), the applicant shall be required to 
submit a replacement sheet for every sheet of the international 
application which, on account of an amendment, differs from the 
sheet previously filed. The letter accompanying the replacement 
sheets shall draw attention to the differences between the replaced 
sheets and the replacement sheets and shall preferably also explain 
the reasons for the amendment 


(b) Where the amendment consists in the deletion of passages or in 
minor alterations or additions, the replacement sheet referred to in 
paragraph (a) may be a copy of the relevant sheet of the 
international application containing the alterations or additions, 
provided that the clarity and direct reproducibility of that sheet are 
not adversely affected. To the extent that any amendment results 
inthe cancellation of an entire sheet, that amendment shall be 
communicated in a letter which shall preferably also explain the 
reasons for the amendment. 


66.9 Language of Amendments 
(a) Subject to paragraphs (b) and (c), if the international applica- 
tion has been filed in a language other than the language in which 
it is published, any amendment, as well as any letter referred to in 
Rule 66.8, shall be submitted in the language of publication. 
(b) to (d) [No change] 
Rule 69 
Start of and Time Limit for 
International Preliminary Examination 


69.1 [No change] 


69.2 Time Limit for International Preliminary Examination 
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The time limit for establishing the international preliminary 
examination report shall be: 

(i) 28 months from the priority date, or 


(ii) eight months from the date of payment of the fees referred to 
in Rules 57.1 and 58.1(a), or 


(iii) eight months from the date of receipt by the International 
Preliminary Examining Authority of the translation furnished 
under Rule 55.2, 


whichever expires last. 


Rule 70 
The International Preliminary Examination Report 


70.1 to 70.6 [No change] 

70.7 Citations Under Article 35(2) 

(a) The report shall cite the documents considered to be relevant 
for supporting the statements made under Article 35(2), whether or 
not such documents are cited in the international search report. 
Documents cited in the international search report need only be 
cited in the report when they are considered by the International 
Preliminary Examining Authority to be relevant. 

(b) [No change] 

70.8 to 70.15 [No change] 


70.16 Annexes to the Report 


Each replacement sheet under Rule 66.8(a) or (b), each replace- 
ment sheet containing amendments under Article 19 and each 
replacement sheet containing rectifications of obvious errors 
authorized under Rule 91.1(e)(iii) shall, unless superseded by later 


replacement sheets or amendments resulting in the cancellation of 
entire sheets under Rule 66.8(b), be annexed to the report. 
Amendments under Article 19 which have been considered as 
reversed by an amendment under Article 34 and letters under Rule 
66.8 shall not be annexed. 


70.17 [No change, except for the deletion of the redundant 
numbering of paragraph “(a)”] 
Rule 76 
Copy, Translation and Fee Under Article 39(1); 
Translation of Priority Document 


76.1 to 76.3 [Remain deleted] 

76.4 Time Limit for Translation of Priority Document 

The applicant shall not be required to furnish to any elected Office 
a translation of the priority document before the expiration of the 
applicable time limit under Article 39. 


76.5 and 76.6 [No change] 


Rule 80 
Computation of Time Limits 


80.1 to 80.5 [No change] 


80.6 [No change, except for the deletion of the redundant 
numbering of paragraph “(a)"] 


80.7 [No change] 
Rule 82ter 
Rectification of Errors Made by 


the Receiving Office or by the International Bureau 


82ter.1 Errors Concerning the International Filing Date and the 
Priority Claim 





Fesruary 20, 2001 


If the applicant proves to the satisfaction of any designated or 
elected Office that the international filing date is incorrect due to an 
error made by the receiving Office or that the priority claim has 
been erroneously considered by the receiving Office or the 
International Bureau not to have been made, and if the error is an 
error such that, had it been made by the designated or elected 
Office itself, that Office would rectify it under the national law or 
national practice, the said Office shall rectify the error and shall 
treat the international application as if it had been accorded the 
rectified international filing date or as if the priority claim had not 
been considered not to have been made. 


Rule 86 ; 
The Gazette 


86.1 Contents and Form 
(a) The Gazette referred to in Article 55(4) shall contain: 


(i) for each published international application, the data specified 
by the Administrative Instructions taken from the front page of the 
pamphlet published under Rule 48, the drawing (if any) appearing 
on the said front page, and the abstract, 


(ii) to (v) [No change] 


(b) The information referred to in paragraph (a) shall be made 
available in two forms: 


(i) as a Gazette in paper form, which shall contain the data 
specified by the Administrative Instructions taken from the front 
page of the pamphlet published under Rule 48 (“bibliographic 
data”) and the matters referred to in paragraph (a)(1i) to (Vv); 

(ii) as a Gazette in electronic form, which shall contain the 
bibliographic data, the drawing (if any) appearing on the said front 
page, and the abstract. 


86.2 Languages; Access to the Gazette 


(a) The Gazette in paper form shall be published in a bilingual 
(English and French) edition. It shall also be published in editions 
in any other language, provided the cost of publication is assured 
through sales or subventions. 


(b) [No change] 


(c) The Gazette in electronic form referred to in Rule 86.1(b)(ii) 
shall be made accessible, in English and French at the same time, 
by any electronic ways and means specified in the Administrative 
Instructions. The translations shall be ensured by the International 
Bureau in English and French. Thelnternational Bureau shall 
ensure that the making accessible of the Gazette in electronic form 
shall be effected on, or as soon as possible after, the date of 
publication of the pamphlet containing the international applica- 
tion. 


86.3 to 86.6 [No change] 


Rule 89dis'* 

Filing, Processing and Transmission 
of International Applications 
and Other Documents in Electronic 
Form or by Electronic Means 


89bis.1 International Applications 


(a) International applications may, subject to paragraphs (b) to (e), 
be filed and processed in electronic form or by electronic means, 
in accordance with the Administrative Instructions, provided that 
any receiving Office shall permit the filing of international 
applications on paper. 


(b) These Regulations shall apply mutatis mutandis to international 
applications filed in electronic form or by electronic means, 
subject to any special provisions of the Administrative Instruc- 
tions. 
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(c) The Administrative Instructions shall set out the provisions and 
requirements in relation to the filing and processing of interna- 
tional applications filed, in whole or in part, in electronic form or 
by electronic means, including but not limited to, provisions and 
requirements in relation to acknowledgment of receipt, procedures 
relating to the according of an international filing date, physical 
requirements and the consequences of non-compliance with those 
requirements, signature of documents, means of authentication of 
documents and of the identity of parties communicating with 
Offices and authorities, and the operation of Article 12 in relation 
to the home copy, the record copy and the search copy, and may 
contain different provisions and requirements in relation to inter- 
national applications filed in different languages. 


(d) No national Office or intergovernmental organization shall be 
obliged to receive or process international applications filed in 
electronic form or by electronic means unless it has notified 
theInternational Bureau that it is prepared to do so in compliance 
with the applicable provisions of the Administrative Instructions. 
The International Bureau shall publish the information so notified 
in the Gazette. 


(e) No receiving Office which has given the International Bureau 
a notification under paragraph (d) may refuse to process an 
international application filed in electronic form or by electronic 
means which complies with the applicable requirements under the 
Administrative Instructions. 


89bis.2 Other Documents 


Rule 89bis.1 shall apply mutatis mutandis to other documents and 
correspondence relating to international applications. 


89bis.3 Transmittal Between Offices 


Where the Treaty, these Regulations or the Administrative Instruc- 
tions provide for documents, notifications, communications or 
correspondence to be transmitted by one national Office or 
intergovernmental organization to another, such transmittal may, 
where so agreed by both the sender and the receiver, be effected in 
electronic form or by electronic means. 


Rule 89ter 
Copies in Electronic Form of Documents Filed on Paper 


891er.1 Copies in Electronic Form of Documents Filed on Paper 


Any national Office or intergovernmental organization may pro- 
vide that, where an international application or other document 
relating to an international application is filed on paper, a copy 
thereof in electronic form, in accordance with the Administrative 
Instructions, may be furnished by the applicant. 


Rule 91 
Obvious Errors in Documents 


91.1 Rectification 

(a) to (c) [No change] 

(d) Rectification may be made on the request of the applicant. The 
authority having discovered what appears to be an obvious error 
may invite the applicant to present a request for rectification as 
provided in paragraphs (e) to (g-quater). Rule 26.4 shall apply 
mutatis mutandis to the manner in which rectifications shall be 
requested. 


(e) to (g-quater) [No change] 


Rule 92 
Correspondence 


92.1 [No change] 
92.2 Languages 
(a) Subject to Rules 55.1 and 66.9 and to paragraph (b) of this 


Rule, any letter or document submitted by the applicant to the 
International Searching Authority or the International Preliminary 
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Examining Authority shall be in the same language as the 
international application to which it relates. However, where a 
translation of the international application has been transmitted 
under Rule23.1(b) or furnished under Rule 55.2, the language of 
such translation shall be used. 


(b) [No change] 

(c) [Remains deleted] 

(d) and (e) [No change] 

92.3 [No change] 

92.4 Use of Telegraph, Teleprinter, Facsimile Machine, Etc. 


(a) A document making up the international application, and any 
later document or correspondence relating thereto, may, notwith- 
standing the provisions of Rules 11.14 and 92.1(a), but subject to 
paragraph (h), be transmitted, to the extent feasible, by telegraph, 
teleprinter, facsimile machine or other like means of communica- 
tion resulting in the filing of a printed or written document. 


(b) to (h) [No change] 


Rule 93 
Keeping of Records and Files 


93.1 to 93.3 [No change] 
93.4 Reproductions 


For the purposes of this Rule, records, copies and files may be kept 
as photographic, electronic or other reproductions, provided that 
the reproductions are such that the obligations to keep records, 
copies and files under Rules 93.1 to 93.3 are met. 


Rule 94!°! 
Access to Files 


94.1 Access to the File Held by the International Bureau 


(a) At the request of the applicant or any person authorized by the 
applicant, the International Bureau shall furnish, subject to reim- 
bursement of the cost of the service, copies of any document 
contained in its file. 


{b) The International Bureau shall, at the request of any person but 
not before the international publication of the international appli- 
cation and subject to Article 38, furnish, subject to the reimburse- 
ment of the cost of the service, copies of any document contained 
in its file. 


94.2 Access to the File Held by the International Preliminary 
Examining Authority 


At the request of the applicant or any person authorized by the 
applicant, or, once the international preliminary examination 
report has been established, of any elected Office, the International 
Preliminary Examining Authority shall furnish, subject to reim- 
bursement of the cost of the service, copies of any document 
contained in its file. 


94.3 Access to the File Held by the Elected Office 


If the national law applicable by any elected Office allows access 
by third parties to the file of a national application, that Office may 
allow access to any documents relating to the internationalappli- 
cation, including any document relating to the international 
preliminary examination, contained in its file, to the same extent as 
provided by the national law for access to the file of a national 
application, but not before the international publication of the 
international application. The furnishing of copies of documents 
may be subject to reimbursement of the cost of the service. 
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SCHEDULE OF FEES 
as in force from January 1 to June 30, 1998'°! 

Fees Amounts 

1. Basic Fee: (Rule 
15.2(a)) 

(a) if the international 
application contains not 
more than 30 sheets 

(b) if the international 
application contains 
more than 30 sheets 


650'”! Swiss frances 


650!”! Swiss francs plus 
15 Swiss frances for 
each sheet in excess of 
30 sheets 
2. Designation Fee: 
(Rule 15.2(a)) 
(a) for designations made 
under Rule 4.9(a) 150'7! Swiss francs per 
designation, provided 
that any designation 
made under Rule 4.9(a) 
in excess of 11 shall not 
require the payment of 
a designation fee 
(b) for designations made 
under Rule 4.9(b) and 
confirmed under Rule 4.9(c) 150'7! Swiss francs per 
designation 
50%of the sum of the 
3.'°! Confirmation Fee: 
(Rule 15.5(a)) designation 
fees payable 
under item 2(b) 
4.'°! Handling Fee: 233 Swiss francs 
(Rule 57.2(a)) 


All fees are reduced by 75%for international applications filed by 
any applicant who is a natural person and who is a national of and 
resides in a State whose per capita national income is below US 
$3,000 (according to the average per capita national income 
figures used by the United Nations for determining its scale of 
assessments for the contributions payable for the years 1995, 1996 
and1997); if there are several applicants, each must satisfy those 
criteria. 


SCHEDULE OF FEES 
as in force from July 1, 1998'*! 


Fees Amounts 

1. Basic Fee: (Rule 
15.2(a)) 

(a) if the international 
application contains not 
more than 30 sheets 

(b) if the international 
application contains 
more than 30 sheets 


650" Swiss francs 


650!°! Swiss francs plus 
15 Swiss francs for 
each sheet in excess of 
30 sheets 


2. Designation Fee: 
(Rule15.2(a)) 
(a) for designations made 
under Rule 4.9(a) 150'°! Swiss francs per 
designation, provided 
that any designation 
made under Rule 4.9(a) 
in excess of 11 shall not 
require the payment of 
a designation fee 
(b) for designations made 
under Rule 4.9(b) and 
confirmed under 
Rule 4.9(c)!'°! 150!°! Swiss francs per 
designation 
3. Handling Fee: 233 Swiss francs 
(Rule 57.2(a)) 
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All fees are reduced by 75%for international applications filed by 
any applicant who is a natural person and who is a national of and 
resides in a State whose per capita national income is below US 
$3,000 (according to the average per capita national income 
figures used by the United Nations for determining its scale of 
assessments for the contributions payable for the years 1995, 1996 
and 1997); if there are several applicants, each must satisfy those 
criteria. 


1. The amendments will enter into force on July 1, 1998, except 
where otherwise indicated. 


2. The amendments of Rule 86 will enter into force on January 1, 
1998, on the understanding that, for practical reasons, it may not 
be possible for the new formats of the Gazette to be implemented 
from that date, in which case the International Bureau will 
continue to publish the Gazette in the present format for a short 
period after January 1, 1998, and the new formats will be 
introduced as soon as possible after that date. 


3. Rules 89bis and 89ter, to be inserted in Part F (Rules 
Concerning Several Chapters of the Treaty) before Rule 90, will 
enter into force at the same time as the modifications of the 
Administrative Instructions implementing those Rules, the effec- 
tive date to be included in the promulgation of those modifications 
by the Director General. 


4. Rules 89bis and 89ter, to be inserted in Part F (Rules 
Concerning Several Chapters of the Treaty) before Rule 90, will 
enter into force at the same time as the modifications of the 
Administrative Instructions implementing those Rules, the effec- 
tive date to be included in the promulgation of those modifications 
by the Director General. 


5. Rule 94 as amended will apply only in respect of international 
applications filed on or after July 1,1998; present Rule 94 will 
continue to apply after July 1, 1998, in respect of international 
applications filed before that date. 


6. The Schedule of Fees appearing on this page will enter into 
force on January 1, 1998; it will be further amended with effect 
from July 1, 1998, by deleting item 3 and renumbering item 4 as 
item 3 (see the following page). 


7. The new amounts of the basic fee and the designation fee will 
apply only to international applications filed on or after January 1, 
1998. 


8. The Schedule of Fees appearing on this page will enter into 
force on July 1, 1998. 


9. The new amounts of the basic fee and the designation fee will 
apply only to international applications filed on or after January 1, 
1998. 


10. See also Rule 15.5(a) for the confirmation fee, which is also 
payable. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 
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Department of Commerce 
Patent and Trademark Office 
37 CFR Part 2 
[Docket No. 960828232-6294-02] 
RIN 0651-AA90 


Establishment of Recordal Fees 
Associated with the Fastener Quality Act 


Agency: Patent and Trademark Office, Commerce 


Action: Final Rule. 
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Summary: The Patent and Trademark Office (PTO) is amending 
the rules of practice to establish fees associated with recordation of 
insignia of manufacturers and private label distributors to ensure 
the traceability of a fastener to its manufacturer or private label 
distributor. This amendment is in accordance with the provisions 
of the Fastener Quality Act. 15 U.S.C. 5401 et seq. 


Effective Date: November 25, 1996. 


For Further Information Contact: Lizbeth Kulick by telephone at 
(703) 308-8900, or by fax at (703) 308-7220, or by mail marked to 
her attention and addressed to the Assistant Commissioner for 
Trademarks, 2900 Crystal Drive, Arlington, Virginia, 22202-3513. 


Supplementary Information: On August 17, 1992, the Department 
of Commerce issued a notice of proposed rulemaking to imple- 
ment the Fastener Quality Act (Act). 57 FR 37032. In that notice, 
the PTO was identified as the Office within the Commerce 
Department with the responsibility for recording the fastener 
insignia of manufacturers and private label distributors as required 
by Section 8 of the Act. 57 FR 37033-35, August 17, 1992. The 
notice proposed that the costs of recording insignia be recovered 
by user fees. 57 FR 37035-36, August 17, 1992. 


The PTO must publish a notice in the Federal Register of any 
change of its fees at least 30 days before the effective date thereof. 
15 U.S.C. 1113(a). On September 17, 1996, a notice of proposed 
rulemaking was published in the Federal Register, at 61 FR 
48872-73, to announce three proposed fees of twenty dollars each, 
to recover costs associated with the insignia recordal program. The 
PTO has received no comments regarding the proposed fees. 


Additionally, the September 17th notice proposed to remove 
two rules from Part 2, 37 C.F.R. 2.53 and 2.189, because they were 
deemed not administratively necessary. Section 2.53 specifies the 
manner in which drawings must be transmitted. Section 2.189 
simply states the Office’s policy on publishing amendments to the 
rules. This policy is not changing, but will no longer be stated as 
a rule. No comments were received on the proposed removal of the 
two rules. 


Other Considerations 


This rule is not significant for the purposes of Executive Order 
12866. The Office of Management and Budget approved the 
information collections required by this rule on October 1, 1996 
(OMB number 0651-0028). This clearance expires October 31, 
1999. The affected public is manufacturers and private label 
distributors of certain types of industrial fasteners. The estimated 
average number of responses is six hundred. The estimated time 
per response is ten minutes, so the estimated total annual burden is 
one hundred hours. The collected information is needed to ensure 
that a fastener can be traced to its manufacturer or private label 
distributor. 


Notwithstanding any other provision of law, no person is 
required to respond to, nor shall a person be subject to a penalty for 
failure to comply with, a collection of information subject to the 
requirements of the Paperwork Reduction Act unless that collec- 
tion of information displays a currently valid OMB Control 
Number. 


This proposed fee does not require notice and comment under 5 
U.S.C. 553 or any other statute, so no analysis or certification is 
required trader 5 U.S.C. 603(a). 

List of Subjects in 37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, Trade- 
marks. 


For the reasons set out in the preamble, 37 CFR Part 2 is 
amended as set forth below. 
PART 2 - RULES OF PRACTICE IN TRADEMARK CASES 


1. The authority citation for part 2 continues to read as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 
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2. Section 2.7 is added to read as follows: 
§ 2.7 Fastener Recordal Fees 
(a) Application fee for recordal of insignia 
(b) Renewal of insignia recordal 
(c) Surcharge for late renewal of insignia recordal ............$20.00 
§ 2.53 [Removed] 
3. Section 2.53 is removed. 
§ 2.189 [Removed] 


4. Section 2.189 and the undesignated center heading “Amend- 
ment of Rules” are removed. 
October 23, 1996 BRUCE A LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


{1192 OG 19} 





(185) Customer Feedback Card 

In an effort to support the reengineering of the patent process at 
the Patent and Trademark Office (PTO) (see Official Gazette 
Notice entitled “Reengineering the Patent Process” at 1187 Off. 
Gaz. Pat. Office 37 (June 11, 1996)), the PTO is piloting a 
Customer Feedback Card to measure customer satisfaction on 
various Patent Reengineering projects. The Customer Feedback 
Card prototype is intended to be a universal tool for gathering 
customer comments and is designed to promote a high-level 
response rate and encourage customer participation. The initial 
prototype will be used during the upcoming months to gather 
customer feedback concerning the Patent Assistance Center. Cus- 
tomers will be randomly selected to anonymously provide feed- 
back on their satisfaction with PTO’s products and services. 


Point of Contact for this Notice: 


Name: Stuart S. Levy 

Telephone Number: (703) 308-1295 

Fax Number: (703) 305-3594 

June 5, 1996 FRED SCHMIDT, Director 

Office of Strategic Planning and 
Patent Reengineering 
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(186) Training Materials on the Final Utility 


Examination Guidelines are Available 


Copies of materials developed to train Examiners on how to 
apply the Final Utility guidelines are now available to the public. 


On January 3, 1995 the Patent and Trademark Office (PTO) 
published in the Federal Register (60 FR 97) proposed utility 
examination guidelines establishing the policies and procedures to 
be followed by Examiners when examining applications for 
compliance with the utility requirement of 35 U.S.C. § 101. 
Comments from interested members of the public were requested 
at that time. On July 14, 1995 the PTO published in the Federal 
Register (60 FR 36263) the final version of the guidelines to be 
used by Office personnel in their review of patent applications for 
compliance with the utility requirement of 35 U.S.C. § 101 and 35 
U.S.C. § 112, first paragraph. 


Training materials to supplement the Legal Analysis and Utility 
Examination Guidelines are now available. The training materials 
include a brief synopsis designed to give quick generic guidance 
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with regard to the most common situations where a question of 
utility under 35 U.S.C. § 101 and 35 U.S.C. § 112, first paragraph 
might arise. Examples which are frequent in the examining groups 
are presented for each of the six categories identified and have 
been drafted as raising various questions concerning the utility 
examination guidelines. 


Requests for paper copies submitted by mail should be ad- 
dressed to the Commissioner of Patents and Trademarks, marked 
to the attention of Jeff Kushan, Box 4, Patent and Trademark 
Office, Washington, D.C. 20231. Requests in person may be 
submitted in Room 902, Two Crystal Park, 2121 Crystal Drive, 
Arlington, Virginia. Requests may also be submitted by telephone 
at (703) 305-9300 and by telefax at (703) 305-8885. 


The training materials are available for retrieval from the 
Internet (address: www.uspto.gov) or File Transfer Protocol (ad- 
dress: ftp.uspto.gov). This material can also be accessed on the 
PTO Bulletin Board System at (703) 305-8950 by using a 
computer with a modem and telecommunication software set at 
any speed from 1200 to 9600 baud, 8 character bits, no parity, and 
1 start/stop bit. 
August 4, 1995 STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 

Patent Policy and Projects 


{1177 OG 171] 





Announcement of Training Sessions 
for PatentIn 2.1 for Preparation of 
Sequence Listings 


Free Training by USPTO in Arlington, VA 


The U.S. Patent and Trademark Office (USPTO) has developed 
an authoring tool called PatentIn 2.1 which will facilitate submit- 
ting Sequence Listings in computer readable form in compliance 
with WIPO ST.25, PCT Administrative Instructions and U.S. 
Rules (37 CFR 1.821-1.825, revised July 1998). PatentIn 2.1 was 
developed through cooperation among the Trilateral Offices 
(USPTO, EPO and JPO). PatentIn 2.1 is the latest release of the 
PatentIn software and was designed to run on WINDOWS based 
operating systems. 


Four separate, three-hour, free training sessions will be offered 
to the public on August 23 and 26. 1999, from 9:00 AM to noon 
and from 1:00 PM to 4:00 PM each day. The training sessions will 
be held at: 


Workforce Effectiveness Division Computer Training Center 
Suite 105 Room 4 
2121 Crystal Drive (Crystal Park 2) 
Arlington, VA 22202 





Session Number Day and Date 
| Monday, Aug. 23, 1999 
Monday, Aug. 23, 1999 
Thursday, Aug. 26, 1999 
Thursday, Aug. 26, 1999 


Start Time 
9:00 AM 
1:00 PM 
9:00 AM 
1:00 PM 





The training will include: (1) a discussion of the features of 
PatentIn 2.1; (2) tutorials using PatentIn 2.1 to prepare the file 
listing the nucleic acid and/or amino acid sequence information in 
computer readable form; and (3) free distribution of the latest 
version of the software and its user manual. 


The number of computers for trainees is limited, consequently, 
each session has a maximum capacity of 13 participants. Should 
there be sufficient interest, scheduling of additional sessions at a 
future date will be considered. 





Fesruary 20, 2001 


Requests to attend a training session should include the partici- 
pant’s name, a preferred session number(s), a telephone number 
and/or email address. Requests may be made in writing or by 
e-mail. Requests in writing should be addressed to: 

UNITED STATES DEPARTMENT OF COMMERCE 

PATENT AND TRADEMARK OFFICE 

ASSISTANT SECRETARY AND COMMISSIONER 

OF PATENTS AND TRADEMARKS 

Washington, D.C. 20231 

Attention: Mindy Fleisher or Christopher Low 

Office of Search and Information Resources Administration 

2231 Crystal Drive, Suite 700, Arlington, VA 22202 


Requests for further information and/or registration by e-mail to 
attend a training session should be sent to: 


Mindy Fleisher: mindy.fleisheruspto.gov; 703-306-2929 or Chris- 
topher Low: christopher.lowuspto.gov; 703-306-4119. 

July 21, 1999 STEPHEN G. KUNIN 
Deputy Assistant Commissioner 
For Patent Policy and Projects 
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(188) Availability of PatentIn 2.1 Software 
For Preparation Of Sequence Listings 
For patent applications in which nucleotide and/or amino acid 
sequence information is significant, many patent applicants are 
familiar with submitting such sequence information prepared with 
the PatentIn authoring tool. A general description of PatentIin is 
provided in MPEP § 2430. While use of the PatentIn authoring tool 
is not required, the many automatic features of PatentIn simplify 
generating Sequence Listings when compared to generating them 
by hand in a word processing environment. 


The U.S. Patent and Trademark Office (USPTO) has developed 
a new release of the authoring tool (Patentin 2.1) to aid in 
submitting Sequence Listings in computer readable form in 
compliance with WIPO ST.25, the PCT Administrative Instruc- 
tions and 37 CFR 1.821 [00dc] 1.825. PatentIn 2.1 was devel- 
oped through cooperation among the Trilateral Offices (USPTO, 
EPO and JPO). PatentIn 2.1 is the latest release of the PatentIn 
software and was designed to run on WINDOWS® based operating 
systems. 


Copies of the PatentIn version 2.1 software (two 3.5 inch 
diskettes per set) and documentation can be obtained for $25 from 
the Office of Electronic Information Products (OEIP), which may 
be contacted at (703) 306-2600 (voice) or (703) 306-2737 (telefax) 
or by email at oeip@uspto.gov. The PatentIn version 2.1 software 
can also be obtained for free by downloading from the USPTO’s 
internet Web site (http://www.uspto.gov). 


Additional information can be obtained by calling or sending 
email to Christopher Low at christopher.low@uspto.gov; (703)- 
306-4119. 


September 30, 1999 STEPHEN G. KUNIN 
Deputy Assistant Commissioner 


For Patent Policy and Projects 
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DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
37 CFR Part 1 
RIN 0651-AB05 


(189) 


Changes to Implement 
Eighteen-Month Publication of 
Patent Applications; Correction 


SUMMARY: The United States Patent and Trademark Office 
(Office) published a final rule in the Federal Register of September 
20, 2000, revising the rules of practice in patent cases to 
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implement the eighteen-month publication provisions of the 
American Inventors Protection Act of 1999. This document 
corrects two errors in that final rule. 


EFFECTIVE DATE: November 29, 2000. 


FOR FURTHER INFORMATION CONTACT: Concerning 
this rule: Robert W. Bahr by telephone at (703) 308-6906, or by 
mail addressed to: Box Comments--Patents, Assistant Commis- 
sioner for Patents, Washington, D.C. 20231, or by facsimile to 
(703) 872-9411, marked to the attention of Robert W. Bahr. 


SUPPLEMENTARY INFORMATION: The Office published a 
final rule in the Federal Register of September 20, 2000 (65 FR 
57023), entitled “Changes to Implement Eighteen-Month Publica- 
tion of Patent Applications.” This document corrects errors in Sec. 
1.55 and Sec. 1.99 as discussed below. 


Section 1.55(a) should refer to “35 U.S.C. 119(a) through (d) 
and (f), 172, and 365(a) and (b)” rather than “35 U.S.C. 119(a) 
through (d), 172, and 365(a)” (references to 35 U.S.C. 119(f) and 
365(b) were inadvertently omitted). Section 1.55(c) should refer to 
“35 U.S.C. 119(a) through (d) and (f), and 365(a)” rather than “35 
U.S.C. 119(a) through (d) and 365(a)” (a reference to 35 U.S.C. 
119(f) was inadvertently omitted). 

Section 1.99(f) should not include its last sentence (“[NJo 
further submission on behalf of the member of the public will be 
considered, unless such submission raises new issues which could 
not have been earlier presented.”’). 


In rule FR Doc. 00-23822, published on September 20, 2000 (65 
FR 57023), make the following corrections: 


Sec. 1.55 [Corrected] 


1. On page 57053, in the third column, in Sec. 1.55, in 
paragraph (a) introductory text, in lines 5 and 6, correct “119(a) 
through (d), 172, and 365(a)” to read “119(a) through (d) and (f), 
172, and 365(a) and (b);” and on page 57054, in the first column, 
in Sec. 1.55, in paragraph (c) introductory text, ineach of lines 4, 
9, and 19, correct “119(a)-(d) or 365(a)” to read “119(a) through 
(d) and (f), or 365(a)”. 


Sec. 1.99 [Corrected] 


2. On page 57056, in the second column, in Sec. 1.99, in 
paragraph (f), in lines 14 through 19, remove the sentence “No 
further submission on behalf of the member of the public will be 
considered, unless such submission raises new issues which could 
not have been earlier presented.” 
October 30, 2000 ALBIN F. DROST 
Acting General Counsel 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Part 1 
RIN 0651-AB07 


Changes to Permit Payment of 
Patent and Trademark Fees by Credit Card 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Final rule. 


SUMMARY: The United States Patent and Trademark Office 
(Office) is amending the rules of practice to provide for the 
payment of any patent process or trademark process fee by credit 
card. The Office previously limited payment by credit card to the 
fees required for information products or for an electronic submis- 
sion of or in a trademark application. The Office will now accept 
payment of any patent process fee, trademark process fee, or 
information product fee by credit card. 
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EFFECTIVE DATES: The amendment to § 1.2! is effective July 
24, 2000. Section § 1.23 is effective June 5, 2000. 


FOR FURTHER INFORMATION CONTACT: 


Concerning this final rule: Robert W. Bahr, by telephone at 
(703) 308-6906, or by facsimile to (703) 308-6916 marked to the 
attention of Robert W. Bahr. 


Concerning the payment of fees (by credit card or otherwise) in 
general: Matthew Lee, by telephone at (703) 305-8051, by e-mail 
at matthew.leeuspto.gov, or by facsimile at (703) 305-8007 marked 
to the attention of Matthew Lee. 


SUPPLEMENTARY INFORMATION: It has been the practice 
of the United States Patent and Trademark Office (Office) to accept 
payment of fees for information products by credit card, but not to 
accept patent process fees or trademark process fees by credit card. 
The Office recently revised 37 CFR § 1.23 to expressly permit 
payment of fees by credit card “in an electronically filed trademark 
application or electronic submission in a trademark application.” 
See Trademark Law Treaty Implementation Act Changes, Final 
Rule, 64 FR 48989, 48917 (September 8, 1999), 1226 Off. Gaz. 
Pat. Office 103, 120 (September 23, 1999) (TLTIA Final Rule). As 
explained in the TLTIA Final Rule: 


Section § 1.23 is also amended to add a paragraph (b), providing 
that payments of money for fees in electronically filed trademark 
applications, or electronic submissions in trademark applications, 
may also be made by credit card. The Office previously limited fee 
payment by credit card to the fees required for information 
products, and will continue to accept payment of information 
product fees by credit card. 

Section § 1.23(b) will also provide that payment of a fee by 
credit card must specify the amount to be charged and such other 
information as is necessary to process the charge, and is subject to 
collection of the fee. 

Section § 1.23(b) will further provide that the Office will not 
accept a general authorization to charge fees to a credit card. The 
Office cannot accept an authorization to charge “all required fees’’ 
or “the filing fee’’ to a credit card, because the Office cannot 
determine with certainty the amount of an unspecified fee (the 
amount of the “required fee’’ or the applicable “filing fee’’) within 
the time frame for reporting a charge to the credit card company. 
Also, the Office cannot accept charges to credit cards that require 
the use of a personal identification number (PIN) (e.g., certain 
debit cards or check cards). 

Section § 1.23(b) also contains a warning that if credit card 
information is provided on a form or document other than a form 
provided by the Office for the payment of fees by credit card, the 
Office will not be liable if the credit card number is made public. 
The Office currently provides an electronic form for use when 
paying a fee in an electronically filed trademark application or 
electronic submission in a trademark application. This form will 
not be included in the records open to public inspection in the file 
of a trademark matter. However, the inclusion of credit card 
information on forms or documents other than the electronic form 
provided by the Office may result in the release of credit card 
information. 

See Trademark Law Treaty Implementation Act Changes, 64 FR 
at 48906-07 (September 8, 1999), 1226 Off. Gaz. Pat. Office at 
110. 


The Office is now amending the rules of practice to permit 
payment of any patent process fee, trademark process fee, or 
information product fee by credit card, subject to actual collection 
of the fee. The Office will provide a Credit Card Payment Form 
(PTO-2038) for use when paying a patent process or trademark 
process fee (or the fee for an information product) by credit card. 
The Office will not require customers to use this form when paying 
a patent process or trademark process fee by credit card. If, 
however, a customer provides a credit card charge authorization in 
another form or document (e.g., a communication relating to the 
patent or trademark), the credit card information may become part 
of the record of an Office file that is open to public inspection. 
Information concerning fees in general is posted on the Office’s 
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Web site at http://www.uspto.gov, and information on completing 
the Credit Card Payment Form will be posted on the Office’s Web 
site. 


The Office will not include the Credit Card Payment Form 
(PTO-2038) among the records open to public inspection in the file 
of a patent, trademark registration, or other proceeding. The Credit 
Card Payment Form (PTO-2038) is the only form the Office uses 
to collect credit card information during a patent, trademark, or 
other proceeding. The Credit Card Payment Form (PTO-2038) is 
the only form the Office will not make available to the public as 
part of the file of a patent, trademark, or other proceeding. As 
discussed above, failure to use the Credit Card Payment Form 
(PTO-2038) when submitting a credit card payment may result in 
your credit card information becoming part of the record of an 
Office file that is open to public inspection. If the cardholder 
includes a credit card number on any form or document other than 
the Credit Card Payment Form, the Office will not be liable in the 
event that the credit card number becomes public knowledge. 


35 U.S.C. § 42(d) and § 1.26 (which concern refund of patent 
and trademark fees) also apply to requests for refund of fees paid 
by credit card. Any refund of a fee paid by credit card will be by 
a credit to the credit card account to which the fee was charged. 
The Office will not refund a fee paid by credit card by Treasury 
check, electronic funds transfer, or credit to a deposit account ( § 
1.25). 


Finally, any payment of a patent process or trademark process 
fee by credit card must be in writing (see § 1.2), preferably on the 
Credit Card Payment Form (PTO-2038). If a Credit Card Payment 
Form or other document authorizing the Office to charge a patent 
process or trademark process fee to a credit card does not contain 
the information necessary to charge the fee to the credit card, the 
customer must submit a revised Credit Card Payment Form or 
document containing the necessary information. Office employees 
will not accept oral (telephonic) instructions to complete the Credit 
Card Payment Form or otherwise charge a patent process or 
trademark process fee (as opposed to information product or 
service fees) to a credit card. 


Discussion of Specific Rules 


Title 37 of the Code of Federal Regulations, Part 1, is amended 
as follows: 


Section § 1.21: Section § 1.21(m) is amended to make the 
$50.00 fee for processing a check returned “unpaid’’ by a bank 
applicable to any payment refused or charged back by a financial 
institution. The burden of processing any payment refused or 
credit card transaction charged back by a financial institution is the 
same as the burden of processing a check returned “unpaid’’ by a 
bank. The phrase “payment refused * * * by a financial institu- 
tion’’ includes a check returned “unpaid’’ by a bank but also 
applies to the refusal by a financial institution of a payment by 
other means. 


Section § 1.23: Section § 1.23(a) is amended to add the phrase 
“national bank notes’’ in the first sentence. This phrase was 
inadvertently deleted in the TLTIA Final Rule. 


Section § 1.23(b) is amended by revising the first sentence to 
eliminate the restriction that the payment of money required for 
United States Patent and Trademark Office fees by credit card be 
limited to fees “in an electronically filed trademark application or 
electronic submission in a trademark application.” 


Response to Comments 


The Office published a notice (Notice of Proposed Rulemaking) 
proposing changes to the rules of practice to implement payment 
of patent and trademark fees by credit card. See Changes to Permit 
Payment of Patent and Trademark Office Fees by Credit Card, 
Notice of Proposed Rulemaking, 64 FR 59701 (November 3, 
1999), 1228 Off. Gaz. Pat. Office 163 (November 23, 1999). The 
Office received fifteen written comments in response to the Notice 
of Proposed Rulemaking. Most of the comments supported chang- 
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ing the rules of practice to permit payment of all patent and 
trademark fees by credit card. Other comments and the Office’s 
responses to the comments follow. 


Comment (1): One comment suggested that the Office revise § 
1.23 to permit customers to designate their deposit account as 
overdraft protection for check and credit card payments. The 
comment further suggested that the charge in § 1.21(m) should be 
less for those customers designating their deposit account as 
overdraft protection for check and credit card payments. 


Response: Section § 1.25 currently permits customers to 
provide a general authorization to charge fees to a deposit account. 
Therefore, no change to § 1.23 is necessary to permit customers to 
authorize the charging of any fee deficiency (e.g., due to a returned 
check or refused charge) to a deposit account. Since the Office’s 
cost of processing the returned check (or refused charge) is not 
decreased because a customer has authorized the charging of the 
fee deficiency resulting from the returned check or refused charge 
to a deposit account, the Office is not providing a lower fee for 
processing a returned check or refused charge in such a situation. 
Nevertheless, customers may still wish to provide an authorization 
to charge fee deficiencies (e.g., due to a returned check or refused 
charge) to a deposit account to avoid the adverse results of 
non-payment of a fee (e.g., loss of a filing date in a trademark 
application or abandonment of a patent or trademark application). 


Comment (2): One comment suggested that the Office permit 
use of direct bank debit cards. 


Response: The Office currently does not accept payment by 
bank debit cards, since these cards usually require the use of a 
personal identification number (or PIN). The Office will add other 
methods of payment (including bank debit cards) as soon as the 
systems and procedures for implementing them have been devel- 
oped. 


Comment (3): Another comment suggested that the Office 
permit the use of a “re-chargeable’’ credit card (i.e., a card having 
a pre-applied balance against which charges may be made). 


Response: A “re-chargeable’’ credit card program would oper- 
ate in a manner similar to the existing deposit account program. 
Thus, a “re-chargeable”’ credit card program in addition to the 
current deposit account program does not have sufficient benefit to 
justify the administrative burden of maintaining these two dupli- 
cative programs. 


Comment (4): Several comments suggested that the Office 
permit use of an AMERICAN EXPRESS card because it has no 
upper limit. Another comment suggested that the Office permit use 
of all major credit cards, including AMERICAN EXPRESS cards 
and DINER’S CLUB cards. Another comment suggested that if the 
Office intends to accept AMERICAN EXPRESS cards, the lan- 
guage of § 1.23 must be changed since AMERICAN EXPRESS 
does not consider its card to be a credit card. 


Response: The Office desires to maximize convenience to its 
customers and is committed to adding additional credit cards and 
other methods of payments as soon as the systems and procedures 
for implementing them have been developed. In the meantime, the 
Office currently accepts charges to the following credit cards: 
AMERICAN EXPRESS, DISCOVER, MASTER CARD, and 
VISA. The Office considers each of these cards to be a “credit 
card’’ within the meaning of § 1.23. 


Comment (5): One comment suggested that the Office should 
retain the Credit Card Form (PTO-2038) in the file of the patent or 
trademark proceeding (simply redacting the credit card number) so 
that third parties may determine whether the proper fee was 
actually authorized and paid. 


Response: The Office file of a patent or trademark proceeding in 
which a fee was paid by credit card will contain a printout from the 
Office’s Revenue Accounting and Management (RAM) system of 
the fee authorized and paid. When a fee is paid by check in a patent 
or trademark proceeding, the Office file includes only a printout 
from the RAM system of the fee paid and an indication that it was 
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paid by check. A copy of the check used to pay the fee is not 
retained in the file for review by third parties. There is no need to 
have a different practice for credit card payments. 


Comment (6): One comment suggested that the proposed 
change to permit patent and trademark payments by credit card is 
an excellent idea, especially if the Office permits the Credit Card 
Form (PTO-2038) to be submitted by facsimile. 


Response: Credit card payments by facsimile will be permitted 
except in situations in which facsimile submission of correspon- 
dence is not permitted in § 1.6(d). Customers will be responsible 
for transmitting the credit card form to the correct organization 
within the Office by use of the correct facsimile number. 


Comment (7): One comment suggested that the Office should 
permit a general authorization to charge fees to a credit card, rather 
than requiring customers to specify an exact amount. Another 
comment suggested that the Office permit customers to specify a 
charge amount of “up to and including XX" (the top estimated fee 
due). 


Response: The Office currently does not have systems and 
procedures in piace to accept authorization to charge an unspeci- 
fied amount to a credit card. However, the Office desires to 
maximize convenience to its customers and is looking into ways 
for customers to pay by credit card without specifying the exact 
dollar amount. 


Comment (8): One comment suggested that if a customer uses 
his or her own form containing the same information as the Credit 
Card Form (PTO-2038), the Office should accept and treat such 
information with the same liability as with the Credit Card Form 
(PTO-2038). 


Response: When a customer uses his or her own form contain- 
ing the same information as the Credit Card Form (PTO-2038) in 
a patent or trademark proceeding, the Office will attempt to redact 
the credit card number (except for the last four digits) from the 
form before it is placed in the file of the patent or trademark 
proceeding. Nevertheless, the Office strongly encourages custom- 
ers to use the Office’s Credit Card Form (PTO-2038) when paying 
fees by credit card. The Office will not accept liability for release 
of credit card information when a customer chooses to use his or 
her own form rather than the Office's Credit Card Form (PTO- 
2038). 


Comment (9): One comment suggested that the Office could 
avoid including credit card information in a file open to public 
inspection (as an alternative to the Credit Card Form (PTO-2038)) 
by assigning a number or other identifier to a credit card and 
permitting the customer/cardholder to charge fees to that credit 
card by reference to the pre-assigned number or identifier. 


Response: The Office currently does not store credit card 
information within any financial systems or databases for access 
by fee-processing personnel. The Office desires to maximize 
convenience to its customers and is looking into ways to assign 
and maintain numbers or identifiers for each credit card number. 
The Office will implement such a practice as soon as the necessary 
systems and procedures have been developed. 


Comment (10): One comment suggested that the fees charged 
by credit card institutions for use of a credit card should be borne 
solely by customers who pay fees by credit card. The comment 
specifically suggested that the Office impose a surcharge in excess 
of the given patent or trademark fee on all credit card payments. 


Response: Merchant fees charged for credit card transactions 
are paid by the Department of the Treasury. Processing credit card 
transactions results in lower costs to the Federal Government when 
compared to processing payments made by checks. Therefore. 
there is no need to impose a surcharge for credit card transactions. 


Comment (11): One comment suggested that the Office does 
not always properly expunge information that should not be part of 
a record open to public inspection, so the Office should inform the 
public of its expected compliance rate in another notice of 
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proposed rulemaking before adopting a final rule change. Alterna- 
tively, the comment suggests that the Office should accept liability 
for any erroneous disclosure of credit card information included on 
the Credit Card Form (PTO-2038). 


Response: In view of the overwhelming support for the 
proposed change to permit payment of patent and trademark fees 
by credit card (and for the prompt adoption of such change), the 
Office considers it to be contrary to the public interest to delay the 
adoption of this final rule. The incidental situations in which 
confidential information was inadvertently released to the public 
do not warrant delay particularly since use of a credit card is 
optional 


Classification Administrative Procedure Act 


Pursuant to the authority at 5 U.S.C. 553(d)(1), the amendment 
to § 1.23 is excepted from the thirty-day advance publication 
requirement of 5 U.S.C. 553(d) because it relieves a restriction. 


Regulatory Flexibility Act 


The Chief Counsel for Regulation of the Department of Com- 
merce has certified to the Chief Counsel for Advocacy, Small 
Business Administration, that the changes in this final rule will not 
have a significant impact on a substantial number of small entities 
(Regulatory Flexibility Act, 5 U.S.C. 605(b)). The Office did not 
previously permit patent or trademark fees (except in an electroni- 
cally filed trademark application or electronic submission in a 
trademark application) to be paid by credit card. The changes in 
this final rule will permit small entities as well as non-small 
entities the option of paying any patent or trademark fee by credit 
card. Small entities as well as non-small entities will continue to 
have the option of paying any patent or trademark fee by check, 
treasury note, national bank note, money order, or charge to a 
deposit account. Based upon the number of small entities who pay 
fees to the Office each year and the percentage of fee payments that 
are by credit card (where currently permitted), the Office expects 
16,000 small entities to pay a patent or trademark fee by credit 
card each year. Thus, the changes in this final rule will not have a 
significant economic impact on any business. 


Executive Order 13132 


This rulemaking does not contain policies with federalism 
implications sufficient to warrant preparation of a Federalism 
Assessment under Executive Order 13132 (August 4, 1999). 


Executive Order 12866 


This rulemaking has been determined to be not significant for 
purposes of Executive Order 12866 (September 30, 1993). 


Paperwork Reduction Act 


This final rule involves information collection requirements 
which are subject to review by the Office of Management and 
Budget (OMB) under the Paperwork Reduction Act of 1995 (44 
U.S.C. 3501 et seq.). As required by the Paperwork Reduction Act 
of 1995 (44 U.S.C. 3507(d)), the Office has submitted an infor- 
mation collection package to OMB for its review and approval. 
The title, description, and respondent description for this informa- 
tion collection is shown below with an estimate of the annual 
reporting burdens. Included in the estimate is the time for 
reviewing instructions, searching existing data sources, gathering 
and maintaining the data needed, and completing and reviewing 
the collection of information. 


OMB Number: 0651-0043. 

Title: United States Patent and Trademark Office Fees. 

Form Number: PTO-2038. 

Type of Review: Approved through January of 2003. 

Affected Public: Individuals or households, businesses or other- 
for-profit, not-for-profit institutions, farms, state, local or tribal- 
governments, and the Federal Government. 

Estimated Number of Respondents: 100,000 responses per year. 

Estimated Time Per Response: 12 minutes. 
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Estimated Total Annual Respondent Burden Hours: 20,000 
hours per year. 

Needs and Uses: Persons submitting fees to the Office need to 
provide information concerning the purpose for the fee so that the 
Office is able to: (1) apply the fee to the particular application, 
patent, trademark registration, or other proceeding, service or 
product; and (2) determine whether the person has submitted the 
fee(s) required by law or regulation. The Credit Card Form 
provides the public with a convenient manner of paying a patent 
application or service fee, trademark application or service fee, or 
information product fee by credit card. 


Interested persons are requested to send comments regarding the 
burden estimate or any other aspects of the information require- 
ments, including suggestions for reducing the burden, to Robert J. 
Spar, Director, Office of Patent Legal Administration, United 
States Patent and Trademark Office, Washington, D.C. 20231, or to 
the Office of Information and Regulatory Affairs of OMB, New 
Executive Office Building, 725 17th Street, N.W., Room 10235, 
Washington, D.C. 20503, Attention: Desk Officer for the United 
States Patent and Trademark Office. 


Notwithstanding any other provision of law, no person is 
required to respond to nor shall a person be subject to a penalty for 
failure to comply with a collection of information subject to the 
requirements of the Paperwork Reduction Act unless that collec- 
tion of information displays a currently valid OMB control 
number. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Courts, Freedom of 
Information, Inventions and patents, Reporting and recordkeeping 
requirements, Small businesses. For the reasons set forth in the 
preamble, 37 CFR Part | is amended as follows: 


PART 1--RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part | is revised to read as 
follows: 
Authority: 35 U.S.C. 2(b)(2). 


2. Section § 1.21 is amended by revising paragraph (m) to read 
as follows: 


§ 1.21 Miscellaneous fees and charges. 


xe KK 


(m) For processing each payment refused (including a check 
returned “unpaid’’) or charged back by a financial 
institution 


*e eK 


3. Section § 1.23 is revised to read as follows: 
§ 1.23 Methods of payment. 


(a) All payments of money required for United States Patent and 
Trademark Office fees, including fees for the processing of 
international applications ( 1.445), shall be made in U.S. dollars 
and in the form of a cashier's or certified check, Treasury note, 
national bank notes, or United States Postal Service money order. 
If sent in any other form, the Office may delay or cancel the credit 
until collection is made. Checks and money orders must be made 
payable to the Director of the United States Patent and Trademark 
Office. (Checks made payable to the Commissioner of Patents and 
Trademarks will continue to be accepted.) Payments from foreign 
countries must be payable and immediately negotiable in the 
United States for the full amount of the fee required. Money sent 
to the Office by mail will be at the risk of the sender, and letters 
containing money should be registered with the United States 
Postal Service. 


(b) Payments of money required for United States Patent and 
Trademark Office fees may also be made by credit card. Payment 
of a fee by credit card must specify the amount to be charged to the 
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credit card and such other information as is necessary to process 
the charge, and is subject to collection of the fee. The Office will 
not accept a general authorization to charge fees to a credit card. 
If credit card information is provided on a form or document other 
than a form provided by the Office for the payment of fees by 
credit card, the Office will not be liable if the credit card number 
becomes public knowledge. 
May 15, 2000 Q. TODD DICKINSON 
Under Secretary of Commerce for 
Intellectual Property and Director of the 
United States Patent and Trademark Office 


[1235 OG 38] 





DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No.:991008272-9272-01] 
RIN 0651-AB07 


Changes To Permit Payment of Patent and Trademark 
Office Fees by Credit Card 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice of proposed rulemaking. 


SUMMARY: The Patent and Trademark Office (Office) is propos- 
ing to amend the rules of practice to provide for the payment of 
any patent or trademark fee by credit card. The Office previously 
limited payment by credit card to the fees required for information 
products or for an electronic submission with or in a trademark 
application. The Office is proposing to accept payment of any 
patent fee, trademark fee, or information product fee by credit 
card. 


DATES: Comment Deadline Date: To be assured of consideration, 
written comments must be received on or before December 3, 
1999. While comments may be submitted after this date, the Office 
cannot ensure that consideration will be given to such comments. 
No public hearing will be held. 


ADDRESSES: Comments should be sent by electronic mail 
message over the Internet addressed to: 
ccard.comments @uspto.gov. Comments may also be submitted by 
mail addressed to: Box Comments-Patents, Assistant Commis- 
sioner for Patents, Washington, D.C. 20231, or by facsimile to 
(703) 308-6916, marked to the attention of Robert W. Bahr. 
Although comments may be submitted by mail or facsimile, the 
Office prefers to receive comments via the Internet. If comments 
are submitted by mail, the Office would prefer that the comments 
be submitted on a DOS formatted 3 1/2 inch disk accompanied by 
a paper copy. 

The comments will be available for public inspection at the 
Special Program Law Office, Office of the Deputy Assistant 
Commissioner for Patent Policy and Projects, located at Room 
3-C23 of Crystal Plaza 4, 2201 South Clark Place, Arlington, 
Virginia, 22202, and will be available through anonymous file 
transfer protocol (ftp) via the Internet (address: ftp.uspto.gov). 
Since comments will be made available for public inspection, 
information that is not desired to be made public, such as an 
address or phone number, should not be included in the comments. 


FOR FURTHER INFORMATION CONTACT: 


Concerning this proposed rule change: Robert W. Bahr, by 
telephone at (703) 305-9285, or by facsimile to (703) 308-6916 
marked to the attention of Robert W. Bahr. 


Concerning the payment of fees (by credit card or otherwise) in 
general: Matthew Lee, by telephone at (703) 305-8051, by e-mail 
at matthew.lee@uspto.gov, or by facsimile at (703) 305-8007 
marked to the attention of Matthew Lee. 
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SUPPLEMENTARY INFORMATION: Patent and Trademark 
Office (Office) practice has been to accept payment of fees for 
information products by credit card, but not to accept patent fees 
or trademark fees by credit card. The Office recently revised 37 
CFR 1.23 to expressly permit payment of money for fees “in an 
electronically filed trademark application or electronic submission 
in a trademark application."’ See Trademark Law Treaty Imple- 
mentation Act Changes, Final Rule Notice, 64 FR 48989, 48917 
(September 8, 1999), 1226 Off: Gaz. Pat. Office 103, 120 (Sep- 
tember 23, 1999). As explained in that final rule notice: 


Section 1.23 is also amended to add a paragraph (b), providing 
that payments of money for fees in electronically filed trademark 
applications, or electronic submissions in trademark applications, 
may also be made by credit card. The Office previously limited fee 
payment by credit card to the fees required for information 
products, and will continue to accept payment of information 
product fees by credit card. 

Section 1.23(b) will also provide that payment of a fee by credit 
card must specify the amount to be charged and such other 
information as is necessary to process the charge, and is subject to 
collection of the fee. 

Section 1.23(b) will further provide that the Office will not 
accept a general authorization to charge fees to a credit card. The 
Office cannot accept an authorization to charge “all required fees’’ 
or “the filing fee’’ to a credit card, because the Office cannot 
determine with certainty the amount of an unspecified fee (the 
amount of the “required fee’ or the applicable “filing fee’’) within 
the time frame for reporting a charge to the credit card company. 
Also, the Office cannot accept charges to credit cards that require 
the use of a personal identification number (PIN) (e.g., certain 
debit cards or check cards). 

Section 1.23(b) also contains a warning that if credit card 
information is provided on a form or document other than a form 
provided by the Office for the payment of fees by credit card, the 
Office will not be liable if the credit card number is made public. 
The Office currently provides an electronic form for use when 
paying a fee in an electronically filed trademark application or 
electronic submission in a trademark application. This form will 
not be included in the records open to public inspection in the file 
of a trademark matter. However, the inclusion of credit card 
information on forms or documents other than the electronic form 
provided by the Office may result in the release of credit card 
information. 


See Trademark Law Treaty Implementation Act Changes, 64 FR 
at 48906-07, 1226 Off: Gaz. Pat. Office at 110. The Office is now 
proposing to revise the rules of practice to expressly accept 
payment of any patent fee, trademark fee, or information product 
fee by credit card, subject to actual collection of the fee. 


The Office will provide a Credit Card Payment Form (PTO- 
2038) for use when paying a patent or trademark fee (or the fee for 
an information product) by credit card. The Office will not require 
customers to use this form when paying a patent or trademark fee 
by credit card. If, however, a customer provides a credit card 
charge authorization in another form or document (e.g., a commu- 
nication relating to the patent or trademark), the credit card 
information may become part of the record of an Office file that is 
open to public inspection. Information concerning fees in general 
is posted on the Office’s Web site at http://www.uspto.gov, and 
information on completing the Credit Card Payment Form will be 
posted on the Office’s Web site. 


The Office will not include the Credit Card Payment Form 
(PTO-2038) among the records open to public inspection in the file 
of a patent, trademark registration, or other proceeding. The Credit 
Card Payment Form (PTO-2038) is the only form the Office uses 
to collect credit card information and is the only form the Office 
will not make available to the public as part of the file of a patent, 
trademark, or other proceeding. As discussed above, failure to use 
the Credit Card Payment Form (PTO-2038) when submitting a 
credit card payment may result in your credit card information 
becoming part of the record of a Patent and Trademark Office file 
ihat is open to public inspection. If the cardholder includes a credit 
card number on any form or document other than the Credit Card 
Payment Form, the Patent and Trademark Office will not be liable 
in the event that the credit card number becomes public knowl- 
edge. 
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Discussion of Specific Rules: Title 37 of the Code of Federal 
Regulations, Part 1, is proposed to be amended as follows: 


Section 1.21: Section 1.21(m) is proposed to be amended to 
make the $50.00 fee for processing a check returned “unpaid’’ by 
a bank applicable to any payment refused or charged back by a 
financial institution. The burden of processing any payment 
refused or credit card transaction charged back by a financial 
institution is the same as the burden of processing a check returned 
“unpaid’’ by a bank. The phrase “payment refused * * * by a 
financial institution’’ includes a check returned “unpaid’’ by a 
bank but also applies to the refusal by a financial institution of a 
payment by other means. 


Section 1.23: Section 1.23(b) is proposed to be amended by 
revising the first sentence to eliminate the restriction that the 
payment of money required for Patent and Trademark Office fees 
by credit card be limited to fees “in an electronically filed 
trademark application or electronic submission in a trademark 
application.” 


Review under the Paperwork Reduction Act of 1995 and Other 
Considerations. This notice is in conformity with the requirements 
of the Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive 
Order 12612 (October 26, 1987), and the Paperwork Reduction 
Act of 1995 (44 U.S.C. 3501 et seq.). It has been determined that 
this rulemaking is not significant for the purposes of Executive 
Order 12866 (September 30, 1993). 


This notice involves information collection requirements which 
are subject to review by the Office of Management and Budget 
(OMB) under the Paperwork Reduction Act of 1995 (44 U.S.C. 
3501 et seq.). As required by the Paperwork Reduction Act of 1995 
(44 U.S.C. 3507(d)), the Patent and Trademark Office has submit- 
ted an information collection package to OMB for its review and 
approval. The title, description, and respondent description for this 
information collection is shown below with an estimate of the 
annual reporting burdens. Included in the estimate is the time for 
reviewing instructions, searching existing data sources, gathering 


and maintaining the data needed, and completing and reviewing 
the collection of information. 


Title: Patent and Trademark Office Fees. 

Form Number: PTO-2038. 

Type of Review: A new collection. 

Affected Public: Individuals or households, businesses or other 
for-profit, not-for-profit institutions, farms, state, local or tribal 
governments, and the Federal Government. 

Estimated Number of Respondents: 100,000 responses per year. 

Estimated Time Per Response: \2 minutes. 

Estimated Total Annual Respondent Burden Hours: 20,000 
hours per year. 

Needs and Uses: Persons submitting fees to the Patent and 
Trademark Office need to provide information concerning the 
purpose for the fee so that the Patent and Trademark Office is able 
to: (1) Apply the fee to the particular application, patent, trademark 
registration, or other proceeding, service or product; and (2) 
determine whether the person has submitted the fee(s) required by 
law or regulation. The Credit Card Form provides the public with 
a convenient manner of paying a patent application or service fee, 
trademark application or service fee, or information product fee by 
credit card. 


Comments are invited on: (a) Whether the collection of infor- 
mation is necessary for proper performance of the functions of the 
agency; (b) the accuracy of the agency’s estimate of the burden; (c) 
ways to enhance the quality, utility, and clarity of the information 
to be collected; and (d) ways to minimize the burden of the 
collection of information to respondents. 


Interested persons are requested to send comments regarding the 
burden estimate or any other aspects of the information require- 
ments, including suggestions for reducing the burden, to Robert J. 
Spar, Director, Special Program Law Office, Patent and Trademark 
Office, Washington, D.C. 20231, or to the Office of Information 
and Regulatory Affairs of OMB, New Executive Office Building, 
725 17th Street, N.W., Room 10235, Washington, D.C. 20503, 
Attention: Desk Officer for the Patent and Trademark Office. 
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Notwithstanding any other provision of law, no person is 
required to respond to nor shall a person be subject to a penalty for 
failure to comply with a collection of information subject to the 
requirements of the Paperwork Reduction Act unless that collec- 
tion of information displays a currently valid OMB control 
number. 


The Chief Counsel for Regulation of the Department of Com- 
merce certified to the Chief Counsel for Advocacy, Small Business 
Administration, that the changes proposed in this notice if adopted 
would not have a significant impact on a substantial number of 
small entities (Regulatory Flexibility Act, 5 U.S.C. 605(b)). The 
Office does not currently permit patent or trademark fees (except 
in an electronically filed trademark application or electronic 
submission in a trademark application) to be paid by credit card. 
The changes proposed in this notice if adopted would permit small 
entities as well as non-small entities the option of paying any 
patent or trademark fee by credit card. Small entities as well as 
non-small entities will continue to have the option of paying any 
patent or trademark fee by check, treasury note, money order, or 
charge to a deposit account. Based upon the number of small 
entities who pay fees to the Patent and Trademark Office each year 
and the percentage of fee payments that are by credit card (where 
currently permitted), the Office expects 16,000 small entities to 
pay a patent or trademark fee by credit card each year. Thus, the 
changes proposed in this notice if adopted would not have a 
significant economic impact on any business. 

This notice of proposed rulemaking does not contain policies 
with federalism implications sufficient to warrant preparation of a 
Federalism Assessment under Executive Order 12612 (October 26, 
1987). 

List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Courts, Freedom of 
Information, Inventions and patents, Reporting and recordkeeping 
requirements, Small businesses. 


For the reasons set forth in the preamble, 37 CFR Part | is 
proposed to be amended as follows: 


PART 1-RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part | is revised to read as 
follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.21 is amended by revising paragraph (m) to read as 
follows: 


§1.21 Miscellaneous fees and charges. 
xe eK 

(m) For processing each payment refused (including a check 
returned “unpaid’’) or charged back by a financial institution - 
$50.00 


KeRKEE 


3. Section 1.23 is amended by revising the first sentence of 
paragraph (b) to read as follows: 


$1.23 Method of payment. 
** HEE * 


(b) Payments of money required for Patent and Trademark 
Office fees may also be made by credit card.* * * 


kek KK 


October 29, 1999 ROBERT M. ANDERSON 
Acting Assistant Secretary of 
Commerce and Acting Commissioner of 


Patents and Trademarks 
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(192) DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
RIN 0651-AB25 
Request for Comments on 
Preliminary Draft Convention on 
Jurisdiction and Foreign Judgments in 
Civil and Commercial Matters 


AGENCY: United States Patent and Trademark Office, Com- 
merce. 


ACTION: Request for comments. 


SUMMARY: The Hague Conference on Private International Law 
is negotiating a convention designed to create common jurisdiction 
rules for international civil and commercial cases and to provide 
for international recognition and enforcement of judgments issued 
under these rules. A Diplomatic Conference to conclude these 
negotiations is scheduled to begin in June 2001, with a final 
session sometime in early 2002. The United States Patent and 
Trademark Office (USPTO) is seeking views of the public on this 
effort and the consequent potential changes to United States law 
and practice. 


DATES: Comments should be submitted on or before December 
1, 2000. 


ADDRESSES: Persons wishing to offer written comments should 
address those comments to Director of the United States Patent 
and Trademark Office, Box 4, United States Patent and Trademark 
Office, Washington, DC 20231, marked to the attention of Eliza- 
beth Shaw. Comments may also be submitted by facsimile 
transmission to (703) 305-7575 or by electronic mail through the 
Internet to elizabeth.shaw2@uspto.gov. All comments will be 
maintained for public inspection in Room 902 of Crystal Park II, 
2121 Crystal Drive, Arlington, Virginia. 


FOR FURTHER INFORMATION CONTACT: Jennifer Lucas 
by telephone at (703) 305-9300; by facsimile at (703) 305-8885; 
by electronic mail to jennifer.lucas@uspto.gov; or by mail marked 
to the attention of Jennifer Lucas, Attorney-Advisor, addressed to 
Director of the United States Patent and Trademark Office, Box 4, 
Washington, DC 20231. 


SUPPLEMENTARY INFORMATION: 


Background 


The Hague Conference on Private International Law is in the 
process of negotiating a new convention on jurisdiction and the 
recognition and enforcement of foreign judgments in civil and 
commercial matters. The draft convention would create jurisdic- 
tional rules governing international lawsuits and provide for 
recognition and enforcement of judgments by the courts of 
Member States. Member States would be required to recognize 
and enforce judgments covered by the Convention if the jurisdic- 
tion in the court rendering the judgment were founded on one of 
the bases of jurisdiction required by the Convention. 

Discussions began in 1992, at the request of the United States. 
The impetus behind the request was to gain recognition and 
enforcement of U.S. judgments in other countries. While U.S. 
courts generally recognize and enforce judgments from other 
countries, U.S. judgments do not always receive the same treat- 
ment abroad. 

The Hague Conference is planning a two-part Diplomatic 
Conference to finalize the draft convention. The first session would 
take place in June 2001, followed by a second session in late 2001 
or early 2002. 

The text of the proposed convention and other documents 
relating to the proposal are available via the Hague Conference's 
web site at http://www.hcch.net/e/workprog/jdgm.html. 


Brief Summary of Draft Convention 


The draft convention would create three categories of jurisdic- 
tion: (1) required bases for jurisdiction (generally Articles 3-16); 
(2) prohibited bases for jurisdiction (Article 18); and (3) every- 
thing else not covered by (1) or (2) (Article 17). 
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Articles 3-16 set out jurisdictional rules for specific types of 
actions that the courts in Contracting States must provide, and 
from which any resulting judgment may gain the benefits of the 
recognition and enforcement provisions of the Convention. 

Article 12 creates exclusive jurisdiction for certain actions that 
“have as their object” the registration, validity, nullity, and 
possibly revocation or infringement of patents, trademarks, or 
other similar rights required to be deposited or registered, in the 
courts of the country in which the deposit or registration has been 
applied for or has occurred. Copyrights are excluded from the 
exclusive jurisdiction rule; however, actions concerning copy- 
rights could fall under the other non-exclusive required jurisdic- 
tional provisions. 

Specifically, Article 12 provides: 

“4. In proceedings which have as their object the registration, 
validity, [or] nullity [, or revocation or infringement] of patents, 
trade marks, designs or other similar rights required to be 
deposited or registered, the courts of the Contracting State in 
which the deposit or registration has been applied for, has taken 
place or, under the terms of an international convention, is deemed 
to have taken place, have exclusive jurisdiction. This shall not 
apply to copyright or any neighboring rights, even though regis- 
tration or deposit of such rights is possible. 

[5. In relation to proceedings which have as their object the 
infringement of patents, the preceding paragraph does not exclude 
the jurisdiction of any other court under the Convention or under 
the national law of a Contracting State.] 

[6. The previous paragraphs shall not apply when the matters 
referred to therein arise as incidental questions.}” 

The brackets identify potential language alternatives to be 
considered and discussed in detail during the Diplomatic Confer- 
ence. 


Article 4 provides that parties may enter into agreements 
designating a choice of court; however, such agreements shall be 
without effect if they conflict with the provisions of Article 12. In 
addition, Article 5, which confers jurisdiction on a court when the 
defendant proceeds on the merits without contesting jurisdiction, is 
subject to Article 12 as well. 

Article 10 defines jurisdictional rules for tort actions. This 
provision would cover copyright infringement proceedings. It also 
could apply to patent and trademark infringement proceedings if 
the bracketed language in Article 12(4) is not approved. Article 10 
provides for jurisdiction either in the State in which the act or 
omission causing injury occurred, or the State in which the injury 
arose so long as the injury in that State was reasonably foreseeable. 
Article 10(4) would limit available damages, where jurisdiction is 
founded on the place of injury, to the damage suffered in the place 
the suit is filed unless that is also the plaintiff's habitual residence. 

Article 18 defines grounds of jurisdiction that are prohibited in 
Contracting States. Article 18(1) would place a general limitation 
on the exercise of jurisdiction based on the absence of a “substan- 
tial connection between that State and the dispute.” Article 
18(2)(e) is of particular interest to U.S. litigants because it states 
that jurisdiction cannot be based solely on the fact that the 
defendant carries on commercial or other activities in that State, 
except where the dispute is directly related to those activities. This 
provision would prohibit the exercise of general “doing business” 
jurisdiction as currently recognized under U.S. law. Article 18(2) 
also would prohibit the exercise of “tag” jurisdiction in a court 
based on service upon the defendant in the State. 

Everything that does not fall under either of these categories is 
included in the “gray area” as defined in Article 17. With some 
exceptions, countries can continue to act as they normally do under 
their national law; however, judgments resulting from actions 
covered by this provision will not get the benefits of recognition 
and enforcement under the Convention. 

Chapter III provides rules for the recognition and enforcement 
of judgments based on a ground of jurisdiction provided for in 
Articles 3-16. 


Current U.S. Jurisdictional Law 
U.S. courts must have both personal jurisdiction over the parties 


and subject matter jurisdiction over the case before a court can act 
on a dispute. 
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I. Personal Jurisdiction 


Generally, in order to exercise personal jurisdiction over a 
nonresident defendant, district courts interpret the long-arm statute 
of the state in which they reside, as restricted by the limitations 
imposed by the due process clause of the U.S. Constitution. 


Courts first apply the state long-arm statute, which defines what 
types of conduct would bring a nonresident defendant within the 
boundaries of the court’s reach. Activities that can create jurisdic- 
tion under most long-arm statutes include transacting business, 
committing a tortious act within the forum, or committing a 
tortious act outside the forum that has an effect within the forum. 


Once the court finds that the exercise of jurisdiction over the 
nonresident defendant is consistent with the relevant long-arm 
statute, the court then must determine whether the due process 
requirements are satisfied. The due process rule of the U.S. 
Constitution requires that a nonresident defendant have “minimum 
contacts with [the forum] such that the maintenance of the suit 
does not offend ‘traditional notions of fair play and substantial 
justice.” /nternational Shoe Co. v. Washington, 326 U.S. 310, 316 
(1945) (quoting Milliken v. Meyer, 311 U.S. 457, 463 (1940)). In 
evaluating whether minimum contacts have been established in a 
given case, the courts ask if a nonresident defendant, through his 
conduct and connection with the forum, “purposefully avails itself 
of the privilege of conducting activities within the forum state, 
thus invoking the benefits and protections of its laws.” Burger 
King Corp. v. Rudzewicz, 471 U.S. 462, 475 (1985) (quoting 
Hanson v. Denckla, 357 U.S. 235, 253 (1958)). 


A court must establish that it has either general or specific 
jurisdiction over a defendant before it can proceed with an action 
against the defendant. General jurisdiction is personal jurisdiction 
exercised over a defendant when the cause of action is unrelated to 
the defendant's contacts, but the defendant has sufficient contacts 
with the forum. Specific jurisdiction arises out of, or is related to, 
the defendant’s contacts with the forum. See Helicopteros Na- 
cionales de Colombia v. Hall, 466 U.S. 408, 414 (1984). 


General jurisdiction has been found where the defendant was 
engaging in “continuous and systematic [though unrelated to the 
cause of action] business.” Perkins v. Benguet Consolidated 
Mining Co., 342 U.S. 437, 438 (1952). To assert specific jurisdic- 
tion, a court is required to find that the defendant purposefully 
directed activities at residents in the forum, the claim arose out of 
those activities, and the assertion of personal jurisdiction is fair 
and reasonable. See Burger King, 471 U.S. at 471-76. 


Courts are cautious in exercise of jurisdiction over foreign 
defendants. See Asahi Metal Industry Co. v. Superior Court, 480 
U.S. 102, 114 (1987) (holding “unique burdens placed upon one 
who must defend oneself in a foreign legal system should have 
significant weight in assessing the reasonableness of stretching the 
long arm of personal jurisdiction over national borders.”). Con- 
sidered critical to due process analysis is whether the foreseeabil- 
ity exhibited by defendant's conduct and its connections with the 
forum State demonstrate that the defendant would reasonably 
anticipate being brought into the forum court. See World-Wide 
Volkswagen Corp. v. Woodson, 444 U.S. 286, 297- 298 (1980). 


With respect to Internet-related cases, the law of personal 
jurisdiction is in flux. The traditional minimum contacts approach 
has been used to determine whether a court has jurisdiction over a 
non- resident defendant in Internet-related intellectual property 
disputes. In such cases, the courts have looked to a variety of 
factors, including but not limited to the level of interactivity of the 
Web site: whether the tortious act was committed in state or 
out-of-state with impact in the state; the number of hits on the Web 
site; or the foreseeability of use by forum residents. See, e.g., 
Cybersell, Inc. v. Cybersell, Inc., 130 F.3d 414 (9th Cir. 1997); 
Zippo Mfg. Co. v. Zippo Dot Com, 952 F. Supp. 1119 (W.D. Pa. 
1997): Eskofot A/S v. El. Du Pont De Nemours & Co., 872 F. 
Supp. 81 (S.D.N.Y. 1995). 


Il. Subject Matter Jurisdiction 
Federal district courts have jurisdiction over civil actions 


involving patents, trademarks and copyrights pursuant to 28 
U.S.C. 1338(a), which provides: “The district courts shall have 
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original jurisdiction of any civil action arising under any Act of 
Congress relating to patents, * * * copyrights and trademarks. 
Such jurisdiction shall be exclusive of the courts of the states in 
patent * * * and copyright cases.” 


A. Patents 


As mentioned above, federal courts have exclusive jurisdiction 
over all suits “arising under any Act of Congress relating to 
patents.” This includes all patent validity and infringement actions. 
Jurisdiction under this section extends “only to those cases in 
which a well-pleaded complaint establishes either that federal 
patent law creates the cause of action or that the plaintiff's right to 
relief necessarily depends on resolution of a substantial question of 
federal patent law.” Christianson y. Colt Industries Operating 
Corp., 486 U.S. 800, 809 (1988). 


B. Trademarks 


Actions involving trademark infringement under the Lanham 
Act can be heard in either state or federal courts in the United 
States. However, most trademark actions arising out of the 
Lanham Act take place in federal court. Federal district courts have 
subject matter jurisdiction over all actions arising under the 
Lanham Act pursuant to Sec. 39 of that Act, 15 U.S.C. 1121, as 
well as 28 U.S.C. 1338(a). 


Section 14 of the Lanham Act creates an administrative pro- 
ceeding within the USPTO where a party can petition to cancel a 
registered trademark. 15 U.S.C. 1064. Federal courts have concur- 
rent jurisdiction with the USPTO to hear proceedings to cancel a 
mark, so long as the challenge arises from an existing trademark- 
related proceeding, as a result of Sec. 37 of the Lanham Act. 15 
U.S.C. 1119. Section 37 provides that a court may order the 
cancellation of a trademark registration “[i]n any action involving 
a registered trademark.” This section, however, does not create an 
independent ground for exercising jurisdiction over an action--the 
court must have subject matter jurisdiction based on another 
ground before considering cancellation of a registered trademark. 
See 5 J. Thomas McCarthy, McCarthy on Trademarks and Unfair 
Competition, Sec. 30:110, pp. 30-186-88 (4th ed. 2000). 


C. Copyrights 


Federal courts have exclusive jurisdiction over actions based on 
the Copyright Act, including copyright infringement proceedings. 
28 U.S.C. 1338(a). 


Issues for Public Comment 


The USPTO is interested in assessing support for or opposition 
to the effort to negotiate a convention on jurisdiction and enforce- 
ment of judgments and in obtaining comments on the proposed 
convention as it relates to intellectual property. Interested members 
of the public are invited to present written comments on any issues 
they believe to be relevant to protection of intellectual property or 
any aspect of the proposed convention as it relates to intellectual 
property. Comments also are welcome on the following specific 
issues: 


1. What are your experiences in having judgments involving 
intellectual property from one jurisdiction recognized in a foreign 
court? 

2. Have you had different experiences in having those judg- 
ments recognized in U.S. courts? 3. Are uniform rules for 
international enforcement of judgments desirable? 

4. Do you support or oppose the United States becoming party 
to a jurisdiction/enforcement of judgments convention? 

5. What would be the benefits or drawbacks of the United States 
becoming a party to the proposed Hague convention? 

6. Would the elimination of tag or general “doing business” 
jurisdiction have any impact on intellectual property owners’ 
ability to protect their rights either domestically or internationally? 

7. What other changes to U.S. law would be needed to 
implement the proposed convention? Please identify any draw- 
backs and/or advantages to such changes. 
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8. What effect, if any, could this Convention have on other 
international intellectual property obligations, including, but not 
limited to, the Agreement on Trade-Related Aspects of Intellectual 
Property Rights (TRIPS), the Paris Convention, and the Berne 
Convention? 

9. What effect, if any, could this Convention have on the 
enforcement of intellectual property with respect to the Internet? 

10. Would application of Article 10 change existing jurisdic- 
tional principles as applied to intellectual property infringement 
actions? If yes, please describe any changes in detail and provide 
any relevant legal authority. 

11. Would the limitation of worldwide damages in Article 10(4) 
have any significant impact in cases involving worldwide infringe- 
ment of trademark or other intellectual property rights? 

12. With respect to Article 12(4), under what circumstances 
would application of this subsection change existing jurisdictional 
principles, with and without the bracketed language included? 
Please describe any changes in detail and provide any relevant 
legal authority. 

13. What effect, if any, would Article 12(4) have on trademark 
owners seeking to litigate rights related to registered versus 
common law marks? 

14. Is exclusive jurisdiction needed for infringement and/or 
validity actiens involving patents, trademarks, and/or copyrights? 

15. What changes, if any, should be made to the proposed 
Convention? Please describe any changes in detail and provide any 
relevant legal authorities that support such suggestions. 

16. Please identify any other potential concerns or advantages 
raised by the proposed convention. 


In your response, please include the following: (1) clearly 
identify the matter being addressed; (2) provide examples, where 
appropriate, of the matter being addressed; (3) identify any 
relevant legal authorities applicable to the matter being addressed; 
and (4) provide suggestions regarding how the matter should be 
addressed by the United States. 
October 11, 2000 Q. TODD DICKINSON 

Under Secretary of Commerce for 

Intellectual Property and Director of the 

United States Patent and Trademark Office 
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DEPARTMENT OF COMMERCE 
Patent and Office 
[Docket No. 00302058-0058-01] 


Notice of Conference on 
State Sovereign Immunity and 
Intellectual Property Rights 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice of meeting. 


SUMMARY: The U.S. Patent and Trademark Office (USPTO) is 
announcing that it will hold a one-day conference on issues related 
to recent Supreme Court decisions concerning the sovereign 
immunity of States and Federal intellectual property rights. 


The conference will bring together a number of constitutional law 
and intellectual property scholars as well as individuals who can 
offer the perspective of state governments on these issues. 


DATES: The conference will be held on Friday, March 31, 2000, 
beginning at 9:30 a.m. Requests to participate in the conference 
must be made no later than March 27, 2000. Written comments 
may be submitted by no later than April 14, 2000. 


ADDRESSES: The conference will be held at the Department of 
Commerce, Fourteenth Street and Constitution Avenue, N.W., 
Washington, DC 20230. Conference attendees should enter the 
Commerce Department Building at its main entrance on 14th 
Street. Directions to the conference location within the building 
will be available in the main lobby off 14th Street. 
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Requests to attend in the conference should be made to Justin 
Hughes by electronic mail to justin.hughes@uspto.gov, by fac- 
simile transmission marked to his attention at (703) 305-8885, or 
by mail marked to his attention and addressed to the Office of 
Legislative and International Affairs, U.S. Patent and Trademark 
Office, Box 4, Department of Commerce, Washington, DC 20231. 
Conference attendees will be accepted as their requests are 
received. Should space considerations cause a need to limit 
attendees, requests will be honored on a first- come, first-serve 
basis according to the time and date of each request. 

Arrangements for conference panelists will be made separately 
from conference attendees. Conference attendees will be provided 
with audience-style seating to watch and listen to panel discus- 
sions. Attendees may be given the opportunity to participate in 
question and answer periods attendant to certain conference panel 
sessions and may provide written comments to the address listed 
above. 


FOR FURTHER INFORMATION CONTACT: Justin Hughes, by 
telephone at (703) 305-9300, by electronic mail to 
justin. hughes @uspto.gov, by facsimile transmission marked to his 
attention at (703) 305-8885, or by mail marked to his attention and 
addressed to the Office of Legislative and International Affairs, 
U.S. Patent and Trademark Office, Box 4, Department of Com- 
merce, Washington, DC 20231. 


SUPPLEMENTARY INFORMATION: In 1999, the U.S. Supreme 
Court issued a series of opinions addressing the right of States to 
assert sovereign immunity under the Eleventh Amendment of the 
U.S. Constitution. Two of these cases directly concerned Federal 
intellectual property statutes. In Florida Prepaid Postsecondary 
Education Expense Board v. College Savings Bank, 119 S. Ct. 
2199 (1999), a 5-4 majority of the Court held that States could 
assert Eleventh Amendment sovereign immunity to shield them- 
selves from suits under the Patent Act. In Florida Prepaid, a private 
bank alleged that a Florida state agency was infringing the bank’s 
patent on a savings method tailored for college tuition expenses. 
The state agency claimed sovereign immunity from suit under the 
Eleventh Amendment. While recognizing that Congress has the 
power to abrogate Eleventh Amendment sovereign immunity 
under section 5 of the Fourteenth Amendment, the Court reasoned 
that Congress’ passage of the Patent and Plant Variety Protection 
Remedy Clarification Act in 1992 did not validly abrogate state 
sovereign immunity because Congress had failed to tailor its 
legislative abrogation of Eleventh Amendment immunity to rem- 
edy or prevent the conduct at issue. 


In a companion case, College Savings Bank v. Florida Prepaid 
Postsecondary Education Expense Board, 119 S. Ct. 2219 (1999), 
the Court considered whether states can be sued under Sec. 43(a) 
of the Lanham Act (15 U.S.C. 1125(a)) where the Trademark 
Remedy Clarification Act (TRCA) had (1) Amended Sec. 43(a) by 
defining “any person” to include state and state instrumentalities, 
and (2) Expressly abrogated state sovereign immunity for Sec. 
43(a) suits. In College Savings, a Florida state agency had raised 
an Eleventh Amendment sovereign immunity defense against a 
Sec. 43(a) claim that the state agency had made misstatements 
about its tuition savings plan in brochures and annual reports. 
Applying an analysis similar to Florida Prepaid, the same 5-4 
majority of the Court held that TRCA had not validly abrogated the 
state sovereign immunity under the Eleventh Amendment. The 
Court also concluded that Florida had not voluntarily waived its 
sovereign immunity through its activities in interstate commerce 
which gave rise to the lawsuit. Although the College Savings case 
did not directly address infringement of a federally registered 
trademark, the holding of the case is widely viewed as ensuring 
that states may properly raise Eleventh Amendment sovereign 
immunity in trademark infringement actions brought against them 
under the Lanham Act. 


The Florida Prepaid and College Savings cases (the Florida 
Prepaid decisions) followed the Supreme Court’s ruling in Semi- 
nole Tribe v. Florida, 517 U.S. 44 (1996), which established that 
Congress may authorize suits against states in Federal court only 
pursuant to its authority under section 5 of the Fourteenth 
Amendment and not pursuant to any Article I power. The Florida 
Prepaid decisions are viewed as further clarifying and restricting 
the conditions under which states can be made amenable to suit in 
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Federal court, i.e., either through their own waiver of sovereign 
immunity or through Congressional abrogation of that immunity. 


One lower court of appeals has concluded that the Florida 
Prepaid analysis applies equally to copyright suits. In Chavez v. 
Arte Publico Press, a copyright owner sued the University of 
Houston Press for copyright and trademark violations. After a Fifth 
Circuit panel initially concluded that the University of Houston 
had impliedly waived its sovereign immunity, Chavez v. Arte 
Publico Press, 59 F.3d 539, 548 (Sth Cir. 1995), the University of 
Houston petitioned for certiorari. The Supreme Court remanded 
the case for reconsideration in light of its decision in Seminole 
Tribe. See University of Houston v. Chavez, 517 U.S. 1184 (1996). 
On remand, the Circuit panel majority concluded that Congress 
could not condition a state’s activities that are regulable by Federal 
law upon their “implied consent” to be sued in Federal court, 157 
F.3d 282, 287 (Sth Cir. 1998), and that Congress could not use the 
Fourteenth Amendment to enforce the copyright and trademark 
laws, 157 F.3d at 287, 290. The Florida Prepaid decisions 
prompted the Circuit to return the case once again to the original 
panel for further consideration. Last month, that court decided that 
the University of Houston enjoyed sovereign immunity against 
suit in Federal court for copyright violations. Chavez v. Arte 
Publico Press, No. 93-2881, 2000 U.S. App. LEXIS 2490 (Sth Cir. 
Feb. 18, 2000). 


The final disposition of the Chavez case was in keeping with 
another Fifth Circuit panel’s earlier conclusion that the State of 
Texas could raise sovereign immunity against a claim of copyright 
infringement by an artist who believes his work was infringed by 
the design of a Texas license plate, Rodriguez v. Texas Commis- 
sion on the Arts, 53 U.S.P.Q.2d 1383 (Sth Cir. 2000). In Rodriguez, 
the Circuit panel concluded that the rationale of Florida Prepaid 
applied squarely to copyright law and that the Copyright Clarifi- 
cation Act of 1994 (17 U.S.C. Sec. 511) did not validly abrogate 
Texas’ sovereign immunity against suits for copyright infringe- 
ment. 53 U.S.P.Q.2d at 1384. Together, all of these cases create 
uncertainty for the uniformity and consistency of the United States 
intellectual property system and could raise substantial concerns 


for our international obligations in the field of intellectual property. 


To address the issues raised by these cases, the USPTO has 
asked several Constitutional and intellectual property scholars to 
serve as panelists for a March 31 conference. The conference will 
also include state officials. Panelists for the March 31 conference 
will likely include the following individuals: Preeta Bansal (So- 
licitor-General of New York), Erwin Chemerinsky (University of 
Southern California Law School), Dan Farber (University of 
Minnesota Law School), Jane Ginsburg (Columbia Law School), 
Marci Hamilton (Cardozo Law School), John Jeffries (University 
of Virginia Law School), Mark Lemley (Boalt Law School, 
Berkeley), Daniel Meltzer (Harvard Law School), Daniel Sch- 
weitzer (National Association of Attorneys-General), Eugene Vo- 
lokh (UCLA Law School), and Ernie Young (University of Texas 
Law School). (Institutions and affiliations are listed for identifica- 
tion purposes only.) Other panelists are also being considered at 
this time. 


The March 31 conference is intended to allow the panelists to 
engage in a broad discussion of all the issues raised by the Florida 
Prepaid cases. Conference attendees may provide their individual 
views, observations, proposals, and reports, both during and for a 
two week period after the conference. All such materials received 
by PTO will be made available to the public. PTO anticipates 
integrating the work of individual panelists into a final report from 
the conference, which will also be made available to the public. 


The USPTO anticipates that there will be several morning and 
afternoon sessions, each devoted to specific issues, including, but 
not limited to: (1) The Ex parte Young doctrine as it applies to 
intellectual property cases; (2) Possible legislative approaches to 
abrogate Eleventh Amendment state sovereign immunity in intel- 
lectual property cases; (3) Possible systems for state waiver of 
Eleventh Amendment immunity, including participation in the 
Federal intellectual property system and/or full participation in 
specified spending programs of the Federal Government; (4) The 
adequacy of remedies in state courts for private intellectual 
property owners; and (5) The possible effects of the Florida 
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Prepaid decisions on the United States’ international obligations in 
the field of intellectual property. Some of these sessions may 
provide an opportunity for questions and answers with conference 
panelists. 
February 24, 2000 Q. TODD DICKINSON, 
Assistant Secretary of Commerce 
and Commissioner of 
Patents and Trademarks 
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(194) GLOBALPat and USAMark 
CD-ROM Products Now Available 

Nearly all of the world’s patent literature published since 1971 
is now available on the GLOBALPat CD-ROM collection from 
the European Patent Office and the U.S. Patent and Trademark 
Office. Derived from the First Page Data Base (FPDB ), GLO- 
BALPat delivers information from the front page of a single 
representative member of each patent family published by the 
United States, the European Patent Office, France, Germany, Great 
Britain, Switzerland or the World Intellectual Property Organiza- 
tion. Each record contains English language bibliographic text, an 
abstract and a representative drawing, where appropriate. GLO- 
BALPat uses the MIMOSA software developed jointly by the 
Trilateral Offices (U.S. Patent and Trade mark Office, the Japanese 
Patent Office, and the European Patent Office) for SGML-encoded 
documents. 


GLOBALPat is available both as a back file and a front file. The 
back file consists of 116 discs arranged into 69 technology sets 
based on the International Patent Classification, and covers the 
years 1971-1996. The front file consists of documents from 1997, 
to be published as data is available, and is arranged by issuing 
country in numerical order. Price of the back file, which must be 
ordered in its entirety, is $1,200 U.S.; price of the front file is $200 
U.S. per calendar year. 


USAMark offers facsimile images of the more than two million 
U.S. trademarks registered from 1884 to the present, whether or 
not they are currently active. This is a document delivery system 
rather than a search system. Registrations are retrieved by docu- 
ment number only from a cumulative index that covers all issued 
discs. The cumulative index is updated during the process of 
installing the most recently received issue. Lists of document 
numbers found in another search system can be uploaded from a 
file or copied from the clipboard. USAMark represents the best 
available copy of a substantial portion of the trademark search files 
at the U.S. Patent and Trademark Office. 


USAMark is available both as a back file and a front file. The 
price for the back file of 101 discs representing 1884 - 1997, which 
must be ordered as a complete set, is $1,100 U.S. The front file 
containing documents from 1998, to be updated monthly including 
any back file changes, is available on a calendar year subscription 
basis. The subscription price is $200 U.S. per calendar year. 


Orders for subscriptions to either GLOBALPat or USAMark 
will be accepted at any point during the calendar year and will 
include all issues for that calendar year. Both products may be used 
in a local-area network at no extra cost. 


For more information, or to request an order form, please 
contact: 


Office for Patent and Trademark Information 
Telephone: (703) 306-2600 

Fax: (703) 306-2737 
May 29, 1998 WESLEY H. GEWEHR 
Administrator for Information 
Dissemination 
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(195) DEPARTMENT OF COMMERCE 


United States Patent and Trademark Office 
37 CFR Part 1 
RIN 0651-AB05 


Changes to Implement Eighteen-Month Publication of 
Patent Applications 


AGENCY: United States Patent and Trademark Office, Com- 
merce. 


ACTION: Final rule; correction. 


SUMMARY: The United States Patent and Trademark Office 
(Office) published a final rule in the Federal Register of September 
20, 2000, revising the rules of practice in patent cases to 
implement the eighteen-month publication provisions of the 
American Inventors Protection Act of 1999. This document 
corrects two errors in that final rule. 


EFFECTIVE DATE: November 29, 2000. 


FOR FURTHER INFORMATION CONTACT: Concerning 
this notice: Robert W. Bahr by telephone at (703) 308-6906, or by 
mail addressed to: Box Comments—Patents, Assistant Commis- 
sioner for Patents, Washington, D.C. 20231, or by facsimile to 
(703) 872-9411, marked to the attention of Robert W. Bahr. 


SUPPLEMENTARY INFORMATION: The Office published a 
final rule in the Federal Register of September 20, 2000 (65 FR 
57023), entitled “Changes to Implement Eighteen-Month Publica- 
tion of Patent Applications.” This document corrects errors in 
§ 1.55 and § 1.99 as discussed below. 


Section 1.55(a) should refer to “35 U.S.C. 119(a) through (d) and 
(f), 172, and 365(a) and (b)” rather than “35 U.S.C. 119(a) through 


(d), 172, and 365(a)” (references to 35 U.S.C. 119(f) and 365(b) 
were inadvertently omitted). Section 1.55(c) should refer to “35 
U.S.C. 119(a) through (d) and (f), and 365(a)” rather than “35 
U.S.C. 119(a) through (d) and 365(a)” (a reference to 35 U.S.C. 
119(f) was inadvertently omitted). 


Section 1.99(f) should not include its last sentence (“[N]o further 
submission on behalf of the member of the public will be 
considered, unless such submission raises new issues which could 
not have been earlier presented.”’). 


in rule FR Doc. 00-23822, published on September 20, 2000 
(65 FR 57023), make the following corrections: 


§ 1.55 [Corrected] 


1. On page 57053, in the third column, in § 1.55, in paragraph (a) 
introductory text, in lines 5 and 6, correct “119(a) through (d), 172, 
and 365(a)” to read “119(a) through (d) and (f), 172, and 365(a) 
and (b)”; and on page 57054, in the first column, in § 1.55, in 
paragraph (c) introductory text, in each of lines 4, 9, and 19, 
correct “119(a)-(d) or 365(a)” to read “119(a) through (d) and (f), 
or 365(a)”. 


§ 1.99 [Corrected] 


2. On page 57056, in the second column, in § 1.99, in paragraph 
(f), in lines 14 through 19, remove the sentence “No further 
submission on behalf of the member of the public will be 
considered, unless such submission raises new issues which could 
not have been earlier presented.” 
October 30, 2000 ALBIN F. DROST 
Acting General Counsel 
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(196) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
[Docket No. 000317075-0075-01] 
RIN 0651-XX22 


Public Advisory Committees 
AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice and request for nominations. 


SUMMARY: On November 29, 1999, the President signed into 
law the Patent and Trademark Office Efficiency Act, Public Law 
106-113, Title VI, Subtitle G, which, among other things, estab- 
lished Public Advisory Committees to review the policies, goals, 
performance, budget and user fees of the United States Patent and 
Trademark Office (USPTO) with respect to patents, in the case of 
the Patent Public Advisory Committee; and with respect to 
trademarks in the case of the Trademark Public Advisory Com- 
mittee. To implement these statutory changes, the USPTO is 
requesting nominations for members to these Committees. 


DATES: Nominations must be submitted on or before April 28, 
2000. 


ADDRESSES: Persons wishing to submit nominations should 
send the nominee’s resume to Nicholas Flagler by electronic mail 
to nicholas.flagler@uspto.gov; by facsimile transmission marked 
to his attention at (703) 305-8664, or by mail marked to his 
attention and addressed to the Office of the Commissioner, United 
States Patent and Trademark Office, Washington, DC 20231. 


FOR FURTHER INFORMATION CONTACT: Nicholas Flagler 
by telephone at (703) 305-8600, by electronic mail to 
nicholas.flagler@uspto.gov, by facsimile transmission marked to 
his attention at (703) 305-8664, or by mail marked to his attention 
and addressed to the Office of the Commissioner, U.S. Patent and 
Trademark Office; Washington, DC 20231. 


SUPPLEMENTARY INFORMATION: Under the Patent and 
Trademark Office Efficiency Act, the Secretary of Commerce must 
appoint members of the Patent and Trademark Public Advisory 
Committees by June 29, 2000. The Advisory Committees will: 

*Review and advise the Director of the United States Patent and 
Trademark Office (USPTO) on matters relating to policies, goals, 
performance, budget, and user fees of patents and trademarks, 
respectively; and 

*Within 60 days after the end of each fiscal year, (1) prepare an 
annual report of the matters listed above, (2) transmit the report to 
the Secretary of Commerce, the President, and the Committees on 
the Judiciary of the Senate and the House of Representatives, and 
(3) publish the report in the Official Gazette of the USPTO. 

Members of the Patent and Trademark Advisory Committees 
will be appointed by and serve at the pleasure of the Secretary of 
Commerce. The Secretary will designate a chair of each Advisory 
Committee, whose term as chair will be for 3 years. In making 
appointments to each Committee, the Secretary shall consider the 
risk of loss of competitive advantage in international commerce or 
other harm to U.S. companies as a result of such appointments. 


Advisory Committees 


The Patent Public Advisory Committee will be composed of 
nine voting members who represent small and large entity appli- 
cants located in the United States. The composition of the 
Advisory Committee will be proportional to the number of 
applications filed by small and large entity applicants. However, in 
no case will members who represent small entity patent applicants 
(e.g., small businesses, independent inventors, and non-profit 
organizations) constitute less than 25 percent of the Patent Public 
Advisory Committee. The Advisory Committee will include at 
least one independent inventor and will include individuals with 
substantial experience and achievement in finance, management, 
labor relations, science, technology, and office automation. 





1243 TMOG 700 
(197) 


The Trademark Public Advisory Committee will be composed 
of nine voting members and will include individuals with substan- 
tial experience and achievement in finance, management, labor 
relations, science, technology, and office automation. 

In addition to the voting members, each Advisory Committee 
will include a representative of each labor organization recognized 
by the United States Patent and Trademark Office. Such represen- 
tatives will be non-voting members of the Advisory Committee. 


Procedures and Guidelines of the Patent and Trademark Public 
Advisory Committees 


Each appointed member of the Patent and Trademark Advisory 
Committees will serve for a term of 3 years, with one-third of the 
members rotating out each year. Therefore, of the members first 
appointed, three will be appointed to a term of | year, and three 
will be appointed for a term of 2 years. 

As required by the Act, members of the Patent and Trademark 
Advisory Committees will receive compensation for each day, 
including travel time, while the member is attending meetings or 
engaged in the business of that Advisory Committee. The rate of 
compensation is the daily equivalent of the annual rate of basic pay 
in effect for level III of the Executive Schedule under section 5314 
of title 5, United States Code. While away from home or regular 
place of business, each member will be allowed travel expenses, 
including per diem in lieu of subsistence, as authorized by section 
5703 of title 5, United States Code. 

The United States Patent and Trademark Office will provide the 
necessary administrative support, including technical assistance, 
for the Committees. Members of each Advisory Committee will be 
provided access to records and information in the United States 
Patent and Trademark Office, except for personnel or other 
privileged information, and information concerning patent appli- 
cations required to be kept in confidence by section 122. 


Applicability of Certain Ethics Laws 


Members of each Public Advisory Committee shall be special 
Government employees within the meaning of section 202 of title 
18, United States Code. The following additional information 
assumes that members are not engaged in Public Advisory 
Committee business more than sixty days each calendar year: 

*Each member will have to file a confidential financial disclo- 
sure form upon appointment. 5 CFR 2634.202(c), 2634.204, 
2634.903, and 2634.904(b). 

*Each member will be subject to many of the public integrity 
laws, including criminal bars against representing a party, 18 USC 
203(c), or acting where the United States has an interest, 18 USC 
205(c), in a particular matter that came before the member’s 
committee and that involved at least one specific party. See also 18 
USC 207 for post-membership bars. A member also must not act 
on a matter in which the member (or any of certain closely related 
entities) has a financial interest. 18 USC 208. 

*Representation of foreign interests may also raise issues. 35 
USC S(a)(1) and 18 USC 219. 


Meetings of the Patent and Trademark Public Advisory Commit- 
tees 


Meetings of each Advisory Committee will take place at the call 
of the chair to consider an agenda set by the chair. Meetings may 
be conducted in person, electronically through the Internet, or by 
other appropriate means. The meetings of each Advisory Commit- 
tee will be open to the public except each Advisory Committee 
may, by majority vote, meet in executive session when considering 
personnel or other confidential matters. Nominees must also be 
available and have the ability to participate in Committee business 
through the Internet. 
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Procedure for Submitting Nominations 


Submit resumes for nominations for the Patent Public Advisory 
Committee and the Trademark Public Advisory Committee to 
Nicholas Flagler (see ADDRESSES). Each nominee must (1) be a 
citizen of the United States, and (2) represent the interests of at 
least some of the diverse USPTO users, e.g., either a large or small 
entity located in the United States, including--if the nominee 
represents small entity interests--small businesses, independent 
inventors, or nonprofit organizations. 
March 23, 2000 Q. TODD DICKINSON 
Assistant Secretary of Commerce 
and Commissioner of Patents and 
Trademarks 
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(197) Notification Regarding Voice Response 


System For Patent Maintenance Fees 


All patent owners are notified of a new, automated voice 
response system for patent maintenance fees. The voice response 
system may be accessed 24 hours a day, seven days a week on 
(703) 308-5036 and (703) 308-5037. 


The voice response system provides access to general patent 
maintenance fee information, including, but not limited to: 


* The fee schedule for maintenance fees, including surcharges. 

* How to pay maintenance fees (e.g., check, money order, 
deposit account, etc.). 

* Where to pay maintenance fees. 

* General information on expired patents (e.g., petitions must be 
filed within 24 months after the expiration date). 

* How to access maintenance fee information through the 
official PTO Web site. 


The voice response system provides access to maintenance fee 
information on specific patents, including: 


* The current entity status (e.g., small entity). 
* The filing date. 
* The issue date. 


* Information on payments in the maintenance fee history file 
excluding refunds. 


A diagram of the voice response system follows. 


Questions regarding patent maintenance fees should be directed 
to the Maintenance Fee Branch at (703) 308-5068 or (703) 
308-5069. Questions or comments concerning this notice should 
be forwarded to Matthew Lee, Office of Finance, by telephone at 
(703) 305-8051, by facsimile at (703) 305-8007, or by e-mail at 
matthew.lee @ uspto. gov. 
March 12, 1999 Q. TODD DICKINSON 
Acting Assistant Secretary 

of Commerce and 
Acting Commissioner 
of Patents and Trademarks 
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(199) 
(199) Posting a List of Patents with 
37 CFR 1.607(d) Notices 
on the PTO Web Site 


When an applicant seeks to provoke an interference with a 
patent, 37 CFR 1.607(d) requires that the patentee be notified 
when the attempt to provoke the interference is first made. After 
notifications under 37 CFR 1.607(d) are mailed, they are placed in 
the patented files. They then become public records 


Recently, the PTO has begun receiving specific requests from 
members of the public for listings of patents which have had 37 
CFR 1.607(d) notices mailed to the patentee. To provide this 
service to our customers, while reducing the administrative burden 
of processing individual requests, the PTO will post, within the 
next few months, a listing of all such patents. The posting will be 
provided on the PTO Home Page at www.uspto.gov. The first 
listing will include all patents in which a 37 CFR 1.607(d) notice 
has been mailed since January |, 1998. Thereafter, the listing will 
be updated on a quarterly basis and the quarterly posting will list 
all patents from the previous three months. containing such notices. 


Inquiries regarding this matter should be directed to Magdalen 
Greenlief at (703) 305-8813. 


September 9, 1998 STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 
Patent Policy and Projects 
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Department of Commerce 
Patent and Trademark Office 
[Docket No. 980713169-8167-01) 


Dissemination of Patent and Trademark 
Information on the PTO’s Web Site 


Agency: Patent and Trademark Office, Commerce. 
Action: Notice and request for public comments. 


Summary: The Patent and Trademark Office (PTO) plans to 
expand the searchable database offerings on its World-Wide Web 
(Web) site by adding additional patent data and by including 
trademark data. This expansion will provide Web access to the full 
text of patents granted since 1976 and to the trademark text data 
for registered and pending marks. The PTO also plans to incorpo- 
rate patent and trademark image data and trademark data for 
inactive marks as part of its expanded Web offering. The PTO 
requests public comments on its decision to expand its Web site 
offerings. 


Dates: To ensure consideration, written comments must be sub- 
mitted on or before August 26, 1998. 


Addresses: Address comments to the Commissioner of Patents 
and Trademarks, Attention: Wesley H. Gewehr, Administrator for 
Information Dissemination, Crystal Park 3, Suite 451, Washington, 
D.C. 20231; or fax to 703-306-2737; or e-mail to 
jane.myers@uspto.gov. Comments will be available for public 
inspection in the Office of Electronic Information Products, 
Crystal Park 3, Suite 441, 2231 Crystal Drive, Arlington, Va. 


For Further Information Contact: Jane S. Myers, Office of 
Electronic Information Products, by telephone at 703-306-2600; 
by fax at 703-306-2737; by e-mail to jane.myers@uspto.gov; or by 
mail to Patent and Trademark Office, Office of Electronic Infor- 
mation Products, Crystal Park 3, Suite 441, Washington, D.C. 
20231. 


Supplementary Information: The PTO has been directed to 
disseminate patent and trademark information using automated 
methods. See 35 USC 41(i)(2). The PTO currently provides the 
public with on-line access, for a fee, to internal patent and 
trademark automated search systems in its public search facilities 
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located in Crystal City, Va. Thirty-one Patent and Trademark 
Depository Libraries (PTDLs) offer on-line access to PTO’s 
automated patent full-text search system, and three Partnership 
PTDLs offer on-line access to PTO’s automated trademark text 
and image search system and to the automated patent image 
retrieval system. The PTO also provides access to subsets of its 
patent and trademark databases on CD-ROMs in the PTO’s public 
search facilities and at 83 PTDLs located throughout the country 
The PTO sells its CD-ROM products to the public, and the 
Government Printing Office makes them available to the Federal 
Depository Libraries. Although the PTO has provided World-Wide 
Web access to searchable patent bibliographic data since Novem- 
ber 1995, neither searchable trademark data, the full text of 
patents, nor patent and trademark image data are currently avail- 
able on the PTO Web site. 


The PTO hereby provides notice to the public of its plans to 
expand searchable patent data and to begin offering searchable 
trademark data on its Web site. In August of this year, the PTO 
plans to provide free Web access to the trademark text data that is 
currently available on the PTO’s Cassis CD-ROM products-- 
Trademarks Registered and Trademarks Pending--covering active 
registered and pending marks. In November 1998, this trademark 
offering will include the “clipped” images associated with these 
marks. In the future, this searchable trademark database will be 
expanded to include inactive (abandoned, cancelled and expired) 
marks and some additional data elements associated with those 
inactive marks, and will be updated more frequently to reflect 
more current conditions of the trademark database. Also in 
November 1998, the PTO plans to expand its patent database 
offering on the Web to include free access to the full text of all 
patents issued since 1976. In March 1999, the patent offering will 
allow users free access to the full page images of patents identified. 
On-line ordering of patent documents issued since 1976 for 
electronic delivery, for a fee, is planned for March 1999. Any such 
fee will be established by taking into consideration applicable 
government policy, OMB circular A-130, the Paperwork Reduc- 
tion Act, and any other applicable statutes. The PTO requests 
public comments on its plans to expand its Web site offerings. 
July 21, 1998 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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(201) Publication of the Current Patent Rules 
in Title 37, Code of Federal Regulations 

The U.S. Patent and Trademark Office (PTO) announces the 
availability of a publication of the patent rules in title 37, C.FR., 
that is current as of February 4, 1998. The PTO has recently 
revised the rules of practice in title 37, C.RR. See Changes to 
Patent Practice and Procedure: Final Rule Notice, 62 Fed. Reg. 
53131 (October 10, 1997), 1203 Off. Gaz. Pat. Office 63 (October 
21, 1997), and Changes to Continued Prosecution Application 
Practice; Interim Rule Notice, 63 Fed. Reg. 5732 (February 4, 
1998); 1207 Off. Gaz. Pat. Office 83 (February 24, 1998). The 
Office of the Federal Register (OFR) annually publishes the C.F.R. 
as in effect on July 1. Thus, the latest, or July 1997 revision of, title 
37, C.F.R., as published by the OFR does not reflect the rules of 
practice as revised by the above-mentioned rule makings, and the 
OFR is not expected to publish the next revision of title 37, C.F.R., 
until after July of 1998. 


35 U.S.C. 11(a)(6) authorizes the Commissioner to print pam- 
phlet copies of, inter alia, the patent rules of practice. To respond 
to the public demand for an immediate C.F.R. publication that 
reflects the above-mentioned changes to title 37, the PTO has 
published title 37, C.F.R., reflecting the patent rules of practice that 
are in effect as of February 4, 1998. The PTO is offering this 
publication for sale in paper (8 1/2 inch by 11 inch loose-leaf pages 
shrink-wrapped but without a binder) for $30 per copy. This 
publication is also available at no cost on the PTO’s Web site at 
www.uspto.gov. The public will be notified when the publication 
is available on CD-ROM. 
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Order forms are available at the Reception Desk, Patent Search 
Room, Crystal Plaza 3, Rm. 1A01; on the PTO’s Web site; and by 
calling the Office of Electronic Information Products (OEIP) at 
(703) 306-2600. Those wishing to place orders should submit an 
order form, together with payment or payment authorization, to: 


U.S. Patent and Trademark Office 

Office of Electronic Information Products 
Crystal Park 3 - Suite 441 

Washington, D.C. 20231 


Orders will also be taken by facsimile at (703) 306-2737, or in 
person by OEIP in Crystal Park 3, Suite 441, Arlington, Va., 


22202. 


Payments should be by check or money order payable to the 
Commissioner of Patents and Trademarks, or, with authorization, 
charged to a PTO deposit account, VISA® , or MasterCard®. 
Notebooks and CD-ROMs will be mailed by first-class mail to 
addresses in the United States, Canada, and Mexico, and by 
airmail to all other addresses; or, at the requestor’s expense, by 
FedEx. 

March 3, 1998 STEPHEN G. KUNIN 
Deputy Assistant Commissioner 
for Patent Policy and Projects 
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(202) The Electronic Availability of the 
Official Gazette of the U.S. 
Patent and Trademark Office - 
Patents on the USPTO Web Site with 
Proposed Enhancements 


The United States Patent and Trademark Office (USPTO) is 
considering providing the Official Gazette of the U.S. Patent and 
Trademark Office - Patents (OG - Patents) electronically on the 
USPTO Web site with enhanced electronic formats. The informa- 
tion in the OG - Patents is already electronically available to the 
public without cost, over the Internet through the USPTO Web 
site; however, it is not all accessible from a single access page. As 
described below, the proposed enhanced electronic formats would 
provide the OG - Patents as a coherent electronic document with 
improved search capabilities on the Internet, without cost, or as a 
single electronic document through other electronic media, with a 
fee. Since implementing these enhancements would require exten- 
sive resources, public comment is requested on the enhancements 
described in this notice. The enhancements may not be fully 
implemented if public feedback is minimal or negative. The Office 
also invites public comments on other capabilities or functional 
ities that may assist the public in using the electronic OG. 


The paper publication of the OG - Patents 


Currently, the paper publication of the OG - Patents is available 
from the Superintendent of Documents, U.S. Government Printing 
Office (GPO), as an annual subscription or as single copies. The 
current cost of an annual subscription of the OG - Patents is $2,698 
for domestic, sent nonpriority; $3,115 for domestic, sent first class; 
and $3,372 for foreign. The cost of a single issue is $88 for 
domestic, sent nonpriority, and $110 for foreign. The OG Notices 
is the first section of the OG - Patents and it is also found in the 
Official Gazette of the U.S. Patent and Trademark Office - 
Trademarks. The cost of an annual subscription of the OG Notices 
is $125 for domestic, sent nonpriority; $170 for domestic, sent first 
class; and $156.25 for foreign. Single issues of the OG Notices are 
not available. More detailed information on the paper publications 
of the OG - Patents and the OG Notices is provided on the GPO 
Web site at http://www.access.gpo.gov/. 


A limited version of the OG - Patents is currently available 
electronically on the USPTO Web site. 
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The USPTO currently provides information contained in the OG 
- Patents electronically over the Internet through the USPTO Web 
site. The full text of the OG Notices, the first section of the OG - 
Patents, is provided at http://www.uspto.gov/go/og. The Web site 
provides weekly issues of the OG Notices from January 3, 1995 to 
the current week. The information in the next several sections of 
the OG - Patents (containing reexaminations, reissue patents, 
patents, defensive publications, and Statutory Invention Registra- 
tions (SIRs) issued weekly), is electronically available in the 
USPTO Web Patent Database at http://www.uspto.gov/go/pats/. 
The database electronically provides the bibliographic informa- 
tion, full-text, and full-page images for all of the patents, reissue 
patents, defensive publications, and SIRs issued from January 1, 
1976 to the most recent weekly issue date. By performing the 
appropriate search, the information in each weekly OG - Patents 
can be found in the database. The information in the last two 
sections of the OG - Patents “Classification of Patents” and 
“Geographical Index of Residence of Inventors”, is also available 
electronically by performing a Boolean search on the USPTO Web 
Patent Database for the class/subclass and the issue date, and by 
searching for the inventor city, state, or country and issue date, 
respectively. Thus, the public has electronic access to the infor- 
mation contained the OG - Patents without cost, provided one has 
Internet access capabilities. 


Proposed Enhancements of the Electronic OG - Patents 


The USPTO is considering enhancing the functionality of the 
current electronic OG - Patents by providing two convenient 
searchable formats- a page-composed gazette and a virtual gazette 
over the Internet through the USPTO Web site. 


A. The page-composed electronic gazette (OG - Patents PDF) 
would be available on the USPTO Web site. 


The OG - Patents PDF would provide information in Adobe 
PDF format. Each section of the OG - Patents also could be 
viewed, browsed, and searched using any Web browser on any 
computer platform with a freely-available Adobe Acrobat viewer. 
The format of the text would closely approximate the current paper 
publication, such as providing one claim and one figure (when a 
figure exists) for each patent in that weekly issue. 

Similar to the electronic OG Notices, each weekly issue of the 
OG - Patents would be available through a main menu in the OG 
- Patents PDF. A click of the mouse on a particular issue listed in 
the main menu would display the table of contents, which lists all 
the section titles of that OG - Patents. The text of each section 
wouid be displayed by clicking the mouse on a particular section 
title. Hence, the OG - Patents PDF would provide navigation 
capabilities, allowing users to access any specific section of the 
OG - Patents. 


B. The virtual gazette (VOG - Patents) would be available on the 
USPTO Web site. 


Similar to the current electronic OG Notices, the VOG - Patents 
would provide a main menu, listing all the weekly issues of the OG 
- Patents available. A click of the mouse on a particular issue 
would display the table of contents of that issue of the OG - 
Patents. 

Since the first section of the OG - Patents is the OG Notices, the 
VOG - Patents would link to specific pages of the current 
electronic OG Notices to display the textual information contained 
in the OG Notices section of each issue of the OG - Patents. Thus, 
users who are familiar with the current electronic OG Notices 
would find that the VOG - Patents has similar functions with 
enhanced features. 

The table of contents also would provide a link to a list of all the 
patent numbers and titles in that weekly issue, in descending patent 
number order. With another click of the mouse on any particular 
patent number and title listed, the bibliographic information, 
specification, and claims of that patent would be displayed. The 
VOG - Patents would utilize pre-set searches of the presently 
available Patent Full-Text Database to display this information. 
Users would be able to display the full-page images with one 
additional mouse click. Thus, this portion of the VOG - Patents 
functions similarly to the current USPTO Web Patent Database. 
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The VOG - Patents would present the information in a different 
format than the paper publication because the USPTO Web Patent 
Database provides bibliographic information, full-text, and full 
images of each patent while the paper publication provides only 
one figure and one claim for most patents. For those who need fast 
access to particular sections or documents, the VOG - Patents 
would provide convenient browsing and navigation capabilities 
through each weekly issue of the OG- Patents. 


C. Other Proposed Electronic Media of the OG - Patents in a single 
file 


For those requiring the entire weekly issue of the OG - Patents, 
the USPTO is considering providing a single file containing the 
entire issue on CD-ROM or via File Transfer Protocol (FTP) for a 
fee. The information would be in a page-composed electronic 
format, either in Adobe PostScript or Adobe PDF. 


Written Comments 


Written comments or questions should be addressed to the 
attention of Karin L. Tyson, Senior Legal Advisor, by facsimile at 
(703) 308-6916, by e-mail to karin.tyson@uspto.gov, or by mail 
addressed to: Box Comments - Patents, Director of the United 
States Patent and Trademark Office, Washington, D.C. 20231. The 
USPTO prefers to receive comments via e-mail. If comments are 
submitted by mail, the USPTO would prefer that the comments be 
submitted in plain text on a DOS-formatted 3 1/2-inch diskette 
accompanied by a paper copy. Telephone questions concerning this 
notice should be directed to Karin Tyson, by telephone at (703) 
306-3159 

To be assured of consideration, written comments must be 
received on or before August 31, 2000. 

The comments will be available for public inspection at the 
Office of Patent Legal Administration, Office of the Deputy 
Commissioner for Patent Examination Policy, located at Room 
3-C23 of Crystal Plaza 4, 2201 South Clark Place, Arlington, 
Virginia, 22202, and will be available through anonymous FTP via 
the Internet (address: ftp.uspto.gov or ftp://ftp.uspto.gov/). Since 
comments will be made available for public inspection, informa- 
tion that is not desired to be made public, such as an address or 
phone number, should not be included in the comments. 


May 24, 2000 DENNIS SHAW 


Chief Information Officer 
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(203) Interim Internet Usage Policy 

The Patent and Trademark Office (PTO) is in the process of 
providing Internet access to PTO employees. Effective January 27, 
1997, PTO employees who have electronic mail (e-mail) accounts 
on the PTOnet will have the capability to send and receive mail 
through the Internet. PTO is also deploying Netscape browser 
software to all PTOnet servers. Policies and guidelines governing 
use of the Internet were distributed to all PTO employees in July 
of 1996 in a document titled “Rules of the Road.” PTO employees 
must follow the “Rules of the Road” when using the Internet (copy 
attached). 


In view of the fact that all communications and data transmitted 
from or to the applicant by the Internet are 
neither encrypted nor secure, and in order to ensure that usage of 
the Internet by PTO employees will not violate the confidentiality 
requirements of 35 U.S.C. 122, the following interim Internet 
usage policy is being published. The policies and guidelines set 
forth below are interim since the public has not yet had an 
opportunity to comment on them. PTO will publish a Notice in the 
Federal Register and Official Gazette requesting comments from 
the public on the use of the Internet in PTO patent and trademark 
examination. 


(1) PTO employes are NOT permitted to use the Internet e-mail 
to conduct official PTO business where sensitive data will be 
exchanged or where there exists a possibility that sensitive data 
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could be identified unless there is an express waiver of the 
confidentiality requirements under 35 U.S.C. 122 by the applicant. 
Sensitive data includes confidential information related to patent 
applications (see Rules 4 and 5 of the “Rules of the Road”). The 
following is a sample form which may be used by applicant for 
waiver of the confidentiality requirements of 35 U.S.C. 122: 


“Recognizing that Internet communications are not secured, | 
hereby authorize the PTO to communicate with me concerning any 
subject matter of this application by electronic mail. I understand 
that a copy of these communications will be made of record in the 
application file.” 


Where an express waiver of 35 U.S.C. 122 is given by the 
applicant and upon mutual agreement between applicant and the 
PTO employee, communications via Internet e-mail, other than 
those under 35 U.S.C. 132 or which otherwise require a signature, 
may be used. In such cases, a printed copy of the Internet e-mail 
communications must be given a paper number, entered into the 
Patent Application Locating and Monitoring System (PALM) and 
entered in the application file. At the present time, a response to an 
Office action may NOT be communicated by applicant to the PTO 
via Internet e-mail. Where communication via Internet e-mail is 
initiated by a registered practitioner, or an applicant in a pro se 
case, sufficient information must be provided to show representa- 
tive capacity in compliance with 37 CFR 1.34. Examples of such 
information are the attorney docket number and registration 
number. 


PTO employees are NOT permitted to initiate communications 
with applicant via Internet e-mail except where an express waiver 
of 35 U.S.C 122 is of record in the application. 


(2) Where the Internet is used to search and retrieve prior art 
information, PTO employees must restrict their search operations 
to determining the general state of the art. Internet prior art search 
strategies that could disclose sensitive information such as the 
elements of an invention are NOT permitted. 


The policies and guidelines set forth in this Interim Internet 
Usage Policy document are intended to be an extension of the 
policies and guidelines set forth in the “Rules of the Road” and 
they are not intended to be a replacement of the policies and 
guidelines in the “Rules of the Road.” Final policies and guidelines 
will be published at a later date. 


Questions concerning these policies and guidelines regarding 
Internet usage and suggestions as to how Internet usage capability 
may be expanded without violating the confidentiality require- 
ments of 35 U.S.C. 122 may be addressed to the Office of the 
Deputy Assistant Commissioner for Patent Policy and Projects, 
Assistant Commissioner for Patents, Washington, D.C. 20231. 
Feb. 10, 1997 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


PTOnet AND PTO SYSTEMS 
“RULES OF THE ROAD” 


PTOnet, PTO Systems and other computing resources are shared 
among PTO employees. PTOnet provides access to PTO business 
systems that operate on the PTO information technology infra- 
structure. and provides access to remote locations through secure 
gateways. In the near future, PTOnet will provide access to the 
Internet. The PTOnet and PTO Systems “Rules of the Road” are 
intended to help PTO employees use the PTO’s computing and 
network facilities responsibly, safely, and efficiently, thereby 
maximizing the availability of these facilities to all employees. 
Complying with these rules will help maximize access to these 
facilities, and help assure that your use of them is responsible, 
legal, and respectful of privacy. While use of PTO automation 
resources is voluntary, PTO employees must follow the “Rules of 
the Road” when using these resources. 
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The “Rules of the Road” amplify and clarify previous PTO 
policy on PTOnet and PTO System use, including Internet access 
via Pioneer. The rules are grouped into the foliowing three 
categories: 


* Complying with the intended use of PTOnet and PTO Systems 
* Assuring ethical use of PTOnet and PTO Systems 
* Assuring proper use of PTOnet and PTO Systems 


The following is a more detailed discussion of the individual 
rules associated with each category. The “Rules of the Road” are 
also discussed in appropriate sections of the PTO’s Office Auto- 
mation Services Guide. Each PTO Cost Center may supplement 
the “Rules of the Road” for better administration of information 
within its own domain. 


1. Complying with the Intended Use of PTOnet and PTO Systems 


It is important that each employee understand the purpose of 
PTOnet and PTO systems so that their use is in compliance with 
that purpose. 


II. Assuring Ethical Use of PTOnet and PTO Systems 


Along with the many opportunities that PTOnet and PTO 
Systems provide for PTO employees to share information, comes 
the responsibility to use the system in accordance with PTO 
standards of conduct. These standards are outlined in the PTO 
Employee Handbook. Appropriate use of PTOnet and PTO sys- 
tems includes maintaining the security of the system, protecting 
privacy, and conforming to applicable laws, particularly copyright 
and harassment laws. 





RULE 3: Don’t Let Anyone Know Your Password(s) 











While you should feel free to let others know your username 
(this is the name by which you are known to the whole PTOnet. 
PTO Systems and Internet community), you should never let 
anyone know your account passwords. This includes even trusted 
friends, and computer system administrators (e.g. Information 
System staff). 


Giving someone else your password is like giving them a signed 
blank check, or your charge card. You should never do this, even 
to “lend” your account to them temporarily. Anyone who has your 
password can use your account, and whatever they do that affects 
the system will be traced back to your username -- if your 
username or account is used in an abusive or otherwise inappro- 
priate manner, the PTO will hold you responsible. 


When creating or changing your password, always use a 
password that you can easily remember but is unique enough that 
it cannot be easily guessed by your co-workers. Never use the 
names of spouses, children, pets or birthdates, as these can easily 
be compromised. 





RULE 4: Don’t Violate the Privacy of Other Users 











The Electronic Communications Privacy Act (18 USC 2510 et 
seq., aS amended) and other Federal laws protect the privacy of 
users of wire and electronic communications. The facilities of the 
PTOnet and PTO System are in place to facilitate the sharing of 
information among PTO employees, our international partners, 
and our customers. All users of PTOnet and PTO Systems should 
make sure that their actions don’t violate the privacy of other 
users, even if unintentionally. 


Some specific areas to watch for include the following: 


* Don’t try to access the files of directories of another user 
without clear authorization from that user. 

* Don’t try to intercept or otherwise monitor any network 
communications not explicitly intended for you. 

* Don’t use names or other personal identifiers in communica- 
tions that might be of a sensitive or confidential nature. 

* Don’t intentionally seek information about, browse, obtain 
copies of, or modify files, mail, or passwords belonging to others, 
whether they are at the PTO or elsewhere, unless specifically 
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authorized to do so by those individuals. Don’t attempt to decrypt 
or translate encrypted material belonging to another person or 
organization. 

* Don’t attempt to alter the “From” line of your Interact user-ID 
or other attributes of origin in electronic mail, messages, or 
postings. 

* Don’t edit or change the content of an e-mail message when 
sending a reply to the message’s originator or forwarding the 
message to another person without indicating where and how the 
message was edited. 

* Don’t create any shared programs that secretly collect infor- 
mation about PTO users. 





RULE 5: Don’t Transmit Classified or Sensitive Data. 











Every attempt has been made to ensure that appropriate security 
mechanisms are in place for protecting information from unin- 
tended access, from within the system or from the outside. 
However, these mechanisms, by themselves, are not sufficient. 
PTOnet and PTO System users should ensure that they take 
appropriate action to safeguard classified or sensitive data. Users 
are instructed to implement the following requirements: 


* Don’t transmit classified data, data subject to a secrecy order, 
and data under seal through Internet or e-mail, or post such data on 
bulletin boards. 

* Don’t store or transmit sensitive data without proper protection 
as defined in applicable Federal laws and regulations. Sensitive 
data should not be posted on bulletin boards. Data should be 
considered sensitive if they might be exempt from Freedom of 
Information Act (FOIA) disclosure or protected under the Privacy 
Act. Sensitive data include records about individuals in which 
there is a reasonable expectation of privacy, trade secrets or 
confidential business information, and confidential information 
related to Patent and Trademark applications. 

* Don’t transmit data that are part of PTO’s dcision making 
process over the Internet. 


The following are examples of sensitive data that should not be 
discussed or transmitted on PTOnet or related computing services: 


¢ Anything with sensitive personnel data such as names with 
SSN, leave balances, salaries. benefits for which an employee is 
signed up, etc. 

¢ Anything dealing with the details surrounding an Employee 
Relations or Union issue. 

* Sensitive procurement information (this is in the $1 million or 
over category, not purchase orders). 

* Anything dealing with the details surrounding contract award 
prior to award. 

* All information categorized as Source Selection Information 
by Section 27 of the Office of Federal Procurement Policy Act (41 
U.S.C. 423) that concerns the number, identity, ranking, or 
evaluation of offerors in response to an ongoing procurement 
action. 

* Information marked by an offeror as proprietary. 

* Source selection information, including bid prices prior to bid 
opening, proposed costs/prices in response to a solicitation. source 
selection plans, technical evaluation of proposals, cost or price 
evaluations, competitive range determinations, ranking of offers, 
and reports or evaluations of source selection panels. 

* Anything dealing with budget policy prior to the budget 
submission, particularly as it may deal with PTO employees. 

* Passwords or other computer security related items. 
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(204) Financial Services Available Over the Internet 


The Revenue Accounting and Management (RAM) system, 
which is a Patent and Trademark Office (PTO) automated financial 
system, was upgraded in December 1999 to provide customers 
with added convenience and enhanced financial services. The 
upgrade is part of the PTO’s long-term strategy to modernize 
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financial management practices and procedures, to provide in- 
creased options for paying required fees, and to provide improved 
customer service to PTO’s customers. 


As a major benefit, the upgraded RAM system, using a secure 
environment, allows the following transactions to occur over the 
Internet through the PTO Web site at www.uspto.gov: 


* replenish deposit account balances using a credit card; 

* view deposit account information including holder name, 
address, and current balance; 

* request a deposit account statement; 

* add, change, or delete deposit account authorized users; 

* request a form to change entity status; 

* pay maintenance fees using a credit card; and 

* view 3 1/2, 7 1/2 and 11 1/2 year payment window dates for 
maintenance fees. 


We currently accept any of the following credit cards: American 
Express, Discover Card, MasterCard, or Visa. These enhancements 
are designed solely to provide customers with alternative methods 
of payment. 


Customers using either the Netscape Navigator (Version 2.0 or 
higher) or Microsoft Internet Explorer (Version 3.0 or higher) 
browser can access the enhanced financial services features. The 
browser must be properly configured to use Secure Sockets Layer 
(SSL) technology that encrypts data traveling between your 
browser and our server to protect your privacy. 


Passwords and access codes to replenish deposit account bal- 
ances using a credit card; to view deposit account information 
including holder name, address, and current balance; and, to 
request a deposit account statement will be provided to current 
deposit account holders along with their monthly deposit account 
statements. 


Questions regarding deposit accounts should be directed to 
Karen Parish at (703) 305-4636. Questions regarding patent 
maintenance fees should be directed to the Maintenance Fee 
Branch at (703) 308-5068 or (703) 308-5069. 


Questions or comments concerning this notice should be for- 
warded to Matthew Lee by telephone at (703) 305-8051, by e-mail 
at matthew.leeuspto.gov, by facsimile at (703) 305-8007, or by 
mail marked to his attention and addressed to the Commissioner of 
Patents and Trademarks, Office of Finance, Crystal Park 1, Suite 
802, Washington, D.C. 20231. 
Dec. 28, 1999 Q. TODD DICKINSON 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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(205) DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
37 CFR Part 1 


RIN 0651-AB19 


Treatment of Unlocatable Application and Patent Files 


AGENCY: United States Patent and Trademark Office, Commerce. 


ACTION: Notice of proposed rulemaking. 


SUMMARY: The United States Patent and Trademark Office is 
proposing to amend the rules of practice to provide for the 
replacement of application and patent files that cannot be located 
after a reasonable search. This change is designed to expedite the 
process of application and patent file reconstruction to minimize 
the processing or examination delays resulting when the Office 
cannot locate an application or patent file after a reasonable search. 


DATES: Comment Deadline Date: To be ensured of consideration, 
written comments must be received on or before August 9, 2000. 
No public hearing will be held. 
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ADDRESSES: Comments should be sent by electronic mail 
message over the Internet addressed to: 
reconstruct.comments @ uspto.gov. Comments may also be submit- 
ted by mail addressed to: Box Comments-Patents, Commissioner 
for Patents, Washington, DC 20231; or by facsimile to (703) 
872-9411, marked to the attention of Robert W. Bahr. Although 
comments may be submitted by mail or facsimile, the Office 
prefers to receive comments via the Internet. [f comments are 
submitted by mail, the Office would prefer that the comments be 
submitted on a DOS formatted 3 1/2 inch disk accompanied by a 
paper copy. 

The comments will be available for public inspection at the 
Office of Patent Legal Administration in the Office of the Deputy 
Commissioner for Patent Examination Policy, Room 3-C23 of 
Crystal Plaza 4, 2201 South Clark Place, Arlington, Virginia, and 
will be available through anonymous file transfer protocol (ftp) via 
the Internet (address: http://www.uspto.gov). Since comments will 
be made available for public inspection, information that is not 
desired to be made public, such as an address or phone number, 
should not be included in the comments. 


FOR FURTHER INFORMATION CONTACT: Robert W. Bahr by 
telephone at (703) 308-6906, or by mail addressed to: Box 
Comments-Patents, Commissioner for Patents, Washington, DC 
20231, or by facsimile to (703) 872-9411, marked to the attention 
of Robert W. Bahr. 


SUPPLEMENTARY INFORMATION: Over 330,000 patent ap- 
plications (provisional and nonprovisional) were filed in the 
United States Patent and Trademark Office (Office) in fiscal year 
1999. On occasion, an application or patent file cannot be located. 

When an application or patent file cannot be located after a 
reasonable search and the application or patent file is necessary to 
conduct business before the Office, the Office will “reconstruct” 
the application or patent file. This involves placing a duplicate of 
the original application papers and duplicates of all of the 
correspondence between the Office and applicant or patentee in a 
new file wrapper. The Office currently (since the spring of 1997) 
uses its Patent Application Capture and Review (PACR) system to 
image scan the application papers submitted on the filing date of 
the application (except for any appendix or information disclosure 
statement) and to create an electronic database (PACR database) 
containing the Office’s archival record of the original application 
papers (application papers were microfilmed prior to the spring of 
1997). Thus, the Office can obtain a copy of the original 
application papers from its archival PACR database (or microfilm 
records). The Office, however, does not possess a duplicate copy of 
subsequent correspondence from the applicant or patentee (e.g., 
applicant replies or other papers) concerning the application or 
patent. While the Office may have a copy of some Office 
correspondence (Office actions saved on a disc or computer hard 
drive), the Office often does not possess a complete copy of the 
Office correspondence concerning the application or patent (e.g., 
paper-based forms or notices). Thus, to accurately reconstruct a 
file, the Office must request that the applicant or patentee either 
provide a complete copy of his or her record of the correspondence 
between the Office and the applicant or patentee, or produce his or 
her record of the correspondence between the Office and the 
applicant or patentee for the Office to copy. 

In a pending application, the request that applicant provide a 
copy of (or produce) his or her record of the correspondence 
between the Office and the applicant does not, under current 
practice, require a reply within any set time period. This adds to 
the delay in processing and examination resulting from the 
inability to locate the application. To expedite the process of 
reconstructing the file of an application or patent file, the Office is 
proposing to amend the rules of practice to provide that the Office 
will now set a time period within which applicant or patentee must 
either provide a complete copy of his or her record of the 
correspondence between the Office and the applicant or patentee, 
or produce his or her record of the correspondence between the 
Office and the applicant or patentee for the Office to copy. Since it 
is axiomatic that the Office cannot continue to examine an 
application that it does not have a complete copy of, the failure to 
timely provide a copy of (or produce) his or her record of the 
correspondence between the Office and the applicant in a pending 
application will result in abandonment of the application. 
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Corresponding with an applicant or patentee in an abandoned 
application or patent is often difficult because address information 
is often not kept up-to-date in abandoned applications and patents. 
There are many good reasons for keeping correspondence infor- 
mation up-to-date in an abandoned application or patent. Some 
examples follow: Patent applicants and patent owners should keep 
the correspondence address and any fee address for the patent 
up-to-date to ensure that correspondence is mailed to applicant’s or 
patentee’s current address. In an abandoned application, the Office 
may attempt to communicate with applicant regarding a petition 
for access. If the address has not been updated, then the Office may 
not be able to consider applicant’s views in deciding whether to 
release the application to a member of the public. The Customer 
Number Practice described in section 403 of the Manual of Patent 
Examining Procedure (7th ed. 1998) (Rev. 1, Feb. 2000)(MPEP) 
provides a procedure where a patent applicant or owner can easily 
change the correspondence address for a number of patents or 
patent applications. In addition, the “Fee Address” Indication 
Form (PTO/SB/ 47) (reproduced at MPEP 2595) enables a patent 
owner to complete one form to designate a single fee address for 
any number of patents or applications in which the issue fee has 
been paid. 

When changing the address(es) associated with a patent, the 
patent owner should bear in mind that the Office has a number of 
addresses related to the patent: (1) An application correspondence 
address; (2) the return address for the assignment documents; and 
(3) the fee address for maintenance fee purposes. See MPEP 2540. 
The correspondence address is generally the address to which the 
patent application prosecution was sent and is often not up-to-date 
within a few years of patent issuance. As a result, the regulations 
related to reexamination proceedings require that a patent owner 
be served with a copy of a Reexamination Request at the Office of 
Enrollment and Discipline address for the attorney or agent of 
record, if there is an attorney or agent of record. See MPEP 2220. 
If there is no attorney or agent of record, the copy is required to be 
served upon the patent owner. See Sec. 1.33(c). In the procedure to 
obtain a copy of a patent file set forth in this notice, the request will 
be directed to the correspondence address. 

The Office is planning for full electronic submission of appli- 
cations and related documents by fiscal year 2003. Once the Office 
is able to transition to a total Electronic File Wrapper environment, 
the inability to locate a paper application file (and the consequent 
need for the Office to obtain a copy of applicant's or patentee’s 
record of the correspondence between the Office and the applicant 
or patentee) should no longer be a significant issue. However, this 
rule change is necessary to provide for the replacement of 
unlocatable application and patent files until the Office has 
completely transitioned to a total Electronic File Wrapper envi- 
ronment. 


Discussion of Specific Rules 


Title 37 of the Code of Federal Regulations, Part | is proposed 
to be amended as follows: 

Section 1.251 is proposed to be added to set forth a procedure 
for the reconstruction of the file of a patent application, patent, or 
other patent-related proceeding that cannot be located after a 
reasonable search. 

Section 1.251(a) provides that in the event the Office cannot 
locate the file of an application, patent, or other patent-related 
proceeding after a reasonable search, the Office will notify the 
applicant or patentee and set a time period within which the 
applicant or patentee must comply with Sec. 1.251(b). The phrase 
“an application” applies to any type of application (national or 
international), and regardless of the status (pending or abandoned) 
of the application. 

Section 1.251(b) provides that if an applicant or patentee has 
been given notice under Sec. 1.251(a) that the Office cannot locate 
the file of a patent, application, or other patent-related proceeding 
after a reasonable search, applicant or patentee must do one of the 
following within the time period set in the notice: (1) Provide a 
copy of his or her record of all of the correspondence between the 
Office and the applicant or patentee for such application, patent, or 
other proceeding, a list of such correspondence, and a statement 
that the copy is a complete and accurate copy of the correspon- 
dence between the Office and the applicant or patentee for such 
application, patent, or other proceeding; or (2) produce his or her 
record of all of the correspondence between the Office and the 
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applicant or patentee for such application, patent, or other pro- 
ceeding for the Office to copy, and provide a statement that the 
papers are a complete and accurate record of the correspondence 
between the Office and the applicant or patentee for such applica- 
tion, patent, or other proceeding. Any appendix or information 
disclosure statement submitted with an application is not contained 
in the Office’s archival PACR database; therefore, the applicant or 
patentee must also provide a copy of any appendix or information 
disclosure statement submitted with the application. 

Section 1.251(b) also provides for the situation in which an 
applicant or patentee does not possess a complete copy of the 
correspondence between the Office and the applicant or patentee. 
In such a situation, the applicant or patentee must provide: (1) A 
copy of his or her record (if any) of the correspondence between 
the Office and the applicant or patentee for such application, 
patent, or other proceeding; (2) a list of such correspondence; and 
(3) a statement that applicant or patentee does not possess a 
complete copy of the correspondence between the Office and the 
applicant or patentee for such application, patent, or other pro- 
ceeding and that the copy is a complete and accurate copy of his 
or her record of the correspondence between the Office and the 
applicant or patentee for such application, patent, or other pro- 
ceeding. 

Thus, if the applicant or patentee possesses some (but not all) of 
the correspondence between the Office and the applicant or 
patentee for such application, patent, or other proceeding, the 
applicant or patentee is to reply by providing a copy of all the 
correspondence contained in applicant’s or patentee’s records. If 
applicant or patentee does not possess any record of the corre- 
spondence between the Office and the applicant or patentee for 
such application, patent, or other proceeding, the applicant or 
patentee is to reply with a statement to that effect. 

Section 1.251(c) provides that with regard to a pending appli- 
cation, the failure to provide a timely reply to such a notice will 
result in abandonment of the application. 


Classification 
Regulatory Flexibility Act 


As prior notice and an opportunity for public comment are not 
required pursuant to 5 U.S.C. 553 (or any other law), an initial 
regulatory flexibility analysis under the Regulatory Flexibility Act 
(5 U.S.C. 601 et seq.) is not required. See 5 U.S.C. 603. 


Executive Order 13132 


This notice does not contain policies with federalism implica- 
tions sufficient to warrant preparation of a Federalism Assessment 
under Executive Order 13132 (August 4, 1999). 


Executive Order 12866 


This notice has been determined to be not significant for 
purposes of Executive Order 12866 (September 30, 1993). 


Paperwork Reduction Act 


This notice involves information collection requirements which 
are subject to review by the Office of Management and Budget 
(OMB) under the Paperwork Reduction Act of 1995 (44 U.S.C. 
3501 et seq.}. The collection of information involved in this notice 
has been submitted for approval by OMB under control number 
0651-0031. The United States Patent and Trademark Office is 
resubmitting this information collection package to OMB for its 
review and approval because the changes in this notice affect the 
information collection requirements associated with that informa- 
tion collection package. 

The title, description, and respondent description of this infor- 
mation collection is shown below with an estimate of the annual 
reporting burdens. Included in the estimate is the time for 
reviewing instructions, gathering and maintaining the data needed, 
and completing and reviewing the collection of information. The 
principal impact of the changes in this notice is to set forth the 
procedures for obtaining a copy of applicant’s or patentee’s record 
of the correspondence between the Office and the applicant or 
patentee for an application, patent, or other proceeding when 
necessary to reconstruct the file of such application, patent, or 
other proceeding. 
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OMB Number: 0651-0031. 

Title: Patent Processing (Updating). 

Form Numbers: PTO/SB/08/2 1-27/3 1/42/43/6 1/62/63/64/67/68/ 
91/92/96/ 97. 

Type of Review: Approved through October of 2002. 

Affected Public: Individuals or Households, business or other 
for- profit institutions, not-for-profit institutions and Federal Gov- 
ernment. 

Estimated Number of Respondents: 2,231,365. 

Estimated Time Per Response: 0.46 hours. 

Estimated Total Annual Burden Hours: 1,018,736 hours. 

Needs and Uses: During the processing for an application for a 
patent, the applicant/agent may be required or desire to submit 
additional information to the United States Patent and Trademark 
Office concerning the examination of a specific application. The 
specific information required or which may be submitted includes: 
Information Disclosure Statements; Terminal Disclaimers; Peti- 
tions to Revive; Express Abandonments; Appeal Notices; Petitions 
for Access; Powers to Inspect; Certificates of Mailing or Trans- 
mission; Statements under Sec. 3.73(b); Amendments, Petitions 
and their Transmittal Letters; and Deposit Account Order Forms. 


Comments are invited on: (1) Whether the collection of infor- 
mation is necessary for proper performance of the functions of the 
agency; (2) the accuracy of the agency’s estimate of the burden; (3) 
ways to enhance the quality, utility, and clarity of the information 
to be collected; and (4) ways to minimize the burden of the 
collection of information to respondents. 

Interested persons are requested to send comments regarding 
these information collections, including suggestions for reducing 
this burden, to Robert J. Spar, Director, Office of Patent Legal 
Administration, United States Patent and Trademark Office, Wash- 
ington, D.C. 20231, or to the Office of Information and Regulatory 
Affairs, OMB, 725 17th Street, N.W., Washington, D.C. 20503 
(Attn: Desk Officer for the United States Patent and Trademark 
Office). 

Notwithstanding any other provision of law, no person is 
required to respond to nor shall a person be subject to a penalty for 
failure to comply with a collection of information subject to the 
requirements of the Paperwork Reduction Act unless that collec- 
tion of information displays a currently valid OMB control 
number. 


List of Subjects in 37 CFR Part | 
Administrative practice and procedure, Courts, Freedom of 


Information, Inventions and patents, Reporting and record keeping 
requirements, Small Businesses. 


For the reasons set forth in the preamble, 37 CFR part | is 
proposed to be amended as follows: 


PART 1-RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR part | continues to read as 
follows: 


Authority: 35 U.S.C. 2(b)(2). 


2. Section 1.251 is added immediately following Sec. 1.248 to 
read as follows: 


Sec. 1.251 Unlocatable file. 


(a) In the event that the Office cannot locate the file of an 
application, patent, or other patent-related proceeding after a 
reasonable search, the Office will notify the applicant or patentee 
and set a time period within which the applicant or patentee must 
comply with one of paragraphs (b)(1), (b)(2), or (b)(3) of this 
section. 

(b) If an applicant or patentee has been given notice under 
paragraph (a) of this section that the Office cannot locate the file of 
a patent, application, or other patent-related proceeding after a 
reasonable search, applicant or patentee must do one of the 
following within the time period set in the notice: 

(1) Provide a copy of the applicant’s or patentee’s record of all 
of the correspondence between the Office and the applicant or 
patentee for such application, patent, or other proceeding, a list of 
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such correspondence, and a statement that the copy is a complete 
and accurate copy of the correspondence between the Office and 
the applicant or patentee for such application, patent, or other 
proceeding; 

(2) Produce the applicant’s or patentee’s record of all of the 
correspondence between the Office and the applicant or patentee 
for such application, patent, or other proceeding for the Office to 
copy, and provide a statement that the copy is a complete and 
accurate copy of the correspondence between the Office and the 
applicant or patentee for such application, patent, or other pro- 
ceeding; or 

(3) If applicant or patentee does not possess a complete copy of 
the correspondence between the Office and the applicant or 
patentee for such application, patent, or other proceeding, provide 
a copy of the applicant’s or patentee’s record (if any) of the 
correspondence between the Office and the applicant or patentee 
for such application, patent, or other proceeding, a list of such 
correspondence, and a statement that applicant or patentee does 
not possess a complete copy of the correspondence between the 
Office and the applicant or patentee for such application, patent, or 
other proceeding and that the copy provided is a complete and 
accurate copy of applicant’s or patentee’s record of the correspon- 
dence between the Office and the applicant or patentee for such 
application, patent, or other proceeding. 

(c) With regard to a pending application, failure to timely 
comply with one of paragraphs (b)(1), (b)(2), or (b)(3) of this 
section will result in abandonment of the application. 

June 30, 2000 Q. TODD DICKINSON 
Under Secretary of Commerce for 

Intellectual Property and Director of 

the United States Patent and Trademark Office 
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(206) Update on Facsimile Submission of 


Assignment Documents to the USPTO 


As was first announced in the Official Gazette (OG) of January 25, 
2000, the United States Patent and Trademark Office (USPTO) 
now has the capability to accept facsimile (fax) transmissions to 
record an assignment or other documents affecting title. This 
process allows customers to submit their assignment documents 
via fax directly into the automated Patent and Trademark Assign- 
ment System (PTAS) and then receive the resulting recordation 
notice on their fax machine. 


Since the inception of this process, the Assignment Services 
Division has been documenting the types of occurrences which 
can either delay or prevent the USPTO from receiving and 
processing fax-transmitted documents. The following questions 
and answers supplement the information provided in the initial 
January 25, 2000, OG Notice. 


Why are you telling me that my document is “upside down”? 


In a routine fax transmission, page orientation (top of the page first 
into the machine or bottom of the page first) is not critical because 
the reader can easily flip and arrange the pages to read them top to 
bottom. However, it is critical to our process that each page is 
faxed top to bottom with the top margin being fed first into the 
machine. Once they have been received in PTAS, fax transmitted 
assignments are processed strictly by electronic means. Although 
the PTAS software can rotate a document 180 degrees for viewing 
purposes, when the electronic document is extracted to generate 
the archival microfilm record, each page is extracted exactly as it 
was first received. Accordingly, a document sent “upside down” 
would be microfilmed upside down. To further complicate matters, 
because the system generated recordation and reel and frame 
markings on the pages would be in the opposite orientation, the 
resulting document would be difficult to read. 


The assignment document I sent you is perfectly proper and 
valid. What do you mean that my document is an “invalid 
submission type”? 
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An “invalid submission” has nothing to do with the validity or 
legal standing of the document you submitted for recordation. 
“Invalid submission type” means you have sent us one of several 
kinds of documents that we cannot process via fax at this time. As 
first specified in the OG of January 25, 2000, there are six types of 
documents which we cannot process via fax: 


1. Assignments submitted concurrent with newly filed patent 
applications. These must continue to be sent to the Office of Initial 
Patent Examination with the application. 


2. Documents submitted in accordance with the Trademark Law 
Treaty where an application or registration number is not identi- 
fied. 


3. Documents with two or more cover sheets, e.g., a single 
document with one cover sheet to record an assignment, and a 
second cover sheet to record separately a license relating to the 
same property. 


4. Requests for corrections to documents recorded previously. 
5. Requests for “at cost” recordation services. 
6. Documents with payment by credit card. 


In addition to these documents, our experience with the fax 
capability over the past several months has added to the list of 
“invalid document types”: 


7. Resubmission of a non-recorded assignment. 


I am the attorney of record. Why are you sending back my 
assignment document as non-recorded due to “unauthorized 
user”’? 


The person who signs the cover sheet statement must be listed as 
an “authorized user” in the USPTO Revenue Accounting Manage- 
ment (RAM) system in order for the Assignment Services Division 
to collect the recordation fee from your firm’s deposit account. 
Customer updates to the “authorized user” list may be faxed to the 
Office of Finance, Deposit Account Division at (703) 308-6778, 
and must be signed by an authorized user. If you have questions 
concerning your current list of individuals authorized to charge 
your deposit account, you may also contact that division at (703) 
305-4632. 


Why am I getting back mailed correspondence about docu- 
ments that I faxed to you? 


The principal reasons we have to mail back correspondence to you 
concerning a faxed document are: (1) no identifying fax number 
on your document; and (2) an incorrect/unusable fax number 
associated with your document. 


Standard business practice is that your complete fax number, your 
company or persona! name, and the time and date of transmission 
should be transmitted along with your document. You need to 
program this sender information (TX Terminal Id) into your fax 
machine’s memory, and then the information will be sent auto- 
matically during your fax transmissions. Our software attaches 
your fax number to the incoming package and allows PTAS to 
extract the number to electronically process the return of your 
recorded assignment. 


Your fax number must be a dedicated line. Shared lines, or lines 
going though a switchboard, will terminate the fax transmission. 


Either a person will answer, or there will be no answer. 


How many times will PTAS attempt to fax my return docu- 
ments? 


Currently two attempts, 24 hours apart, are made to fax out your 
return documents. If the documents cannot be faxed after the 
second try, they will then be mailed to you. 


Why does faxing most often fail to work? 


We are seeing four principal reasons why return faxes fail: 
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1. Phone line problems on the receiving end, which include old 
and invalid area codes being used. For example, 201 is still a valid 
area code in Northern New Jersey, but if your fax machine’s area 
code is now in 973, the transmission will fail when we try 201. 


2. A person, usually a receptionist or operator, answers the number. 


3. The fax line is busy during the transmission attempt. 
4. There is no answer at the number. 


Each of these conditions would cause an automatic second attempt 
to fax your return documents. 


What is the fax number for the Patent and Trademark 
Assignment System? 


The system’s fax number is (703) 306-5995. Please do not fax 
general assignment correspondence or recordation status inquir- 
ies to the PTAS fax system. These are not documents to be 
recorded. Faxing such documents delays our answering your 
question and causes extra work to delete the images and 
associated records from PTAS. 


What if I have a question about the fax service or need help? 


Assignment Services Division staff are available to assist custom- 

ers Monday through Friday from 8:30 a.m. to 5:00 p.m. Eastern 

Time. The telephone number is (703) 308-9723. 

July 7, 2000 PATRICK ROWE, Director 
Office of Public Records 
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(207) Fax Automation in Technology Center 1700 

In early April of 2000, Technology Center 1700 (TC 1700) 
deployed a pilot program that automates the routing of incoming 
fax transmissions and provides an acknowledgment of Official fax 
communications received in Technology Center 1700. Deploy- 
ment of this system to other Technology Centers will begin later in 
calendar year 2000. 


The goal of the pilot program is to improve service to customers 
and the efficiency with which fax communications are processed 
within Technology Center 1700. These goals will be achieved by 
reducing the need for retransmission of lost Official faxes and by 
providing faster delivery of draft and informal communications to 
the examiners by eliminating prior manual sorting and delivery 
steps. The pilot uses a computer-based fax server that routes and 
stores fax transmissions based upon the incoming United States 
Patent and Trademark Office (USPTO) telephone number. Faxes 
sent to Official fax numbers would be stored electronically for 9 
months or until a printed paper copy is made of record in the patent 
application file. An Official communication that lacks some 
formality such as a signature or fee will be treated as an Official 
fax unless explicitly identified as a draft or informal communica- 
tion. A fax that is sent to an Official fax number would be rerouted 
to an Unofficial fax number if it were identified as a draft or 
informal communication. Faxes that are sent to fax numbers not 
designated as “Official,” or rerouted to such numbers, will not be 
stored on the fax server after being deleted by the recipient. 
Although the faxes are received and stored on the server, they 
appear to PTO users as if they are being received on their 
workstation or a technology center printer. Official fax submis- 
sions will be routed to central printers in Technology Center 1700 
for printing and matching with the application files. 


An acknowledgment confirming receipt of the fax by TC1700 
will be transmitted to the sender’s fax number. The acknowledg- 
ment will be sent only for the Official fax telephone numbers. 
Customers can thus be assured that their faxes are being received. 
The acknowledgment receipt will be fax transmitted back to the 
sending fax machine. The fax server can only be programmed to 
obtain a telephone number from the customer’s sending machine 
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fax ID. Customers must ensure that their fax machines or software 
are configured to transmit accurate ID data including the fax 
telephone number. The transmission of a receipt will be attempted 
soon after an Official fax transmission is received. Five attempts 
will be made to transmit the receipt if the line is busy and three 
attempts will be made if there is no answer. The receipt will 
indicate the date and time of receipt at the USPTO of each fax 
transmission and the number of pages received. If an incorrect 
telephone number is provided in the fax ID or a fax connection 
cannot be established, no receipt will be sent. Because the receipts 
are automatically generated by the software, we are unable to 
provide replacement receipts. Nor can receipts be generated for 
faxes that are rerouted from one fax number to another fax number. 


When an Official fax is entered into a patent application file, a 
corresponding content entry will be recorded in the Patent Appli- 
cation Location Monitoring (PALM) systems records for that 
application. PALM is a USPTO computer records system that lists 
the status and content of each patent application. Matching faxes 
with an application file and updating PALM should be expected 
within two weeks of the date of receipt of the fax in TC 1700. 
Status and content information for patent applications in PALM 
are available to applicants and their representatives with the Patent 
Application Information Retrieval system (PAIR). See 65 Fed. 
Reg. 10762 (Feb. 29, 2000). PAIR is a USPTO system available 
through the Internet for providing confidential status and content 
information about patent applications to applicants and registered 
practitioners. Enrollment information and downloadable software 
for PAIR can be found on the USPTO’s web site at http://pto- 
ebc.uspto.gov/newusers.html. Thus, PAIR can be used to deter- 
mine if an Official fax submission (or any paper) has been entered 
into the application file. Draft proposal communications sent to 
examiners will not be recorded into PALM: hence, there will be no 
corresponding PALM record to view with PAIR. 


A customer may infer that an Official fax is lost if a PALM 
content entry for the fax is not recorded into PALM within two 
weeks of the transmission of the fax. For customers who do not use 
PAIR, they may suspect that the fax is lost if no communication is 
received within 30 days plus normal mail time for “After Final” 
amendments or 3 months plus normal mail time for other amend- 
ments. If a customer is thinks that his/her Official fax is lost, 
he/she can request that a new copy be printed and matched with the 
application file. Requests for reprinting the fax should be directed 
to the customer service representative for TC 1700. Customers can 
assist in locating faxes if upon request they provide either a copy 
of the acknowledgment receipt or the date and time of transmis- 
sion, number of pages transmitted, sender’s fax telephone number, 
and the pilot fax telephone number used. 


Customer service should be improved since the automated 
system retains an electronic copy of each Official fax received at 
an Official fax number at least until the printed paper is made of 
record in the application file. The electronic copy will be used. if 
needed, to reduce the necessity for resubmission of lost faxes. The 
pilot program will not eliminate all lost faxes, since some faxes are 
lost due to transmission errors making the fax document received 
unusable. 


A select group of examiners in Technology Center 1700 will 
also be participating in another aspect of the pilot program. The 
participating examiners will be able to use special fax numbers for 
receiving draft or informal fax communications that can be viewed 
and printed directly at an examiner’s workstation. Examiners 
participating in the pilot program will provide their direct fax 
number during telephone interviews with their customers. Partici- 
pating examiners will also be able to send draft communications 
by fax from their workstations when necessary to supplement 
telephone communications. The pilot program should improve 
customer service and efficiency by allowing participating patent 
examiners to respond more quickly to draft communications, 
which will presage the migration of automated fax capabilities to 
the rest of the USPTO. 


New fax numbers are being used for the pilot program in 
Technology Center 1700 as follows: 
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All Official Final replies for applications assigned to Technol- 
ogy Center 1700 should be sent to 703-872-9311 


-All other Official communications should be faxed to 703-872- 
9310. 


-Direct fax numbers to examiner PCs will be provided by 
participating examiners. 


An examiner’s direct fax number should only be used for direct 
communications requested by the examiner, e.g., draft proposals. 
The direct fax number should not be used for routine transmission 
of amendments or replies to Office actions. 


The old fax telephone numbers for Technology Center 1700 will 
remain operational but they are not connected to the new auto- 
mated fax system. The new fax numbers should be used whenever 
possible. 


Problems with fax communications should be directed to the 
customer service representative for Technology Center 1700 at 
703-306-5665. 


Questions and comments may be directed to Patrick Ryan at 
703-308-2383 or by e-mail to patrick.ryan@uspto.gov. 


July 24, 2000 ESTHER M. KEPPLINGER 


Deputy Commissioner for Patent Operations 
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(208) Treatment of Non-Conforming Requests 

to Revoke or Invalidate U.S. Patents 

The Patent and Trademark Office (PTO) has received an 
extremely large number of contemporaneously filed form letters 
requesting that certain U.S. patents be revoked or invalidated. 
These form letters, while identifying U.S. patents which are 
believed to be invalid, do not include any prior art patents and/or 
printed publications to support such belief 


The bases for challenging patentability within the PTO are: 


(1) Submission of a protest under 37 CFR 1.291; 

(2) Submission of prior art under 35 U.S.C. 301; and 

(3) Submission of a third party reexamination request under 
35 U.S.C. 302. 


These form letters do not comport with any one of the bases for 
challenging patentability within the PTO. To respond individually 
to these form letters (by pointing out deficiencies and forwarding 
them to the patentee) would be unduly burdensome to the PTO. 
Therefore, these form letters will not be responded to individually 
and will not be placed in the patent files. 
August 17, 1998 STEPHEN G. KUNIN 
Deputy Assistant Commissioner 

For Patent Policy and Projects 
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(209) Fees for Patent and Trademark Copies 


The U.S. Patent and Trademark Office (PTO) is clarifying the 
fee structure for patent and trademark copies. The term “regular 
service” is clarified in view of the availability of automated image 
stores for patent copies and new automated system capabilities to 
deliver patent copies electronically. Full-page images of trademark 
registrations are not yet available for similar delivery of trademark 
copies. 


The $3.00 fee for “regular service” applies to each copy of a 
black and white patent without color: (1) prepared by the PTO 
within 2-3 business days of receipt and returned to the customer by 
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first class United States Postal Service delivery; (2) prepared by 
the PTO within | business day of receipt and returned to the 
customer by fax or other electronic means; and (3) prepared by the 
PTO within 2-3 business days of receipt and returned to the 
customer by PTO Box delivery to the Public Service Facility (PSF) 
or the Trademark Service Window (TMSW). 


“Regular service” does not apply to delivery of patent copies to 
PTO Public Service Facility Boxes within | business day of 
receipt. The fee for this service remains unchanged at $6.00. 


Fees for next business day delivery of patent copies via 
commercial delivery service are also clarified. For U.S./Canada// 
Mexico addresses, the fee will be $19.00 for delivery and $6.00 for 
each patent copy ordered. For international addresses, the fee will 
be $25.00 for delivery and $6.00 for each patent copy ordered. 


The $3.00 fee for “regular service” applies to each trademark 
copy prepared by the PTO within 2-3 business days of receipt and 
returned to the customer: (1) by first class United States Postal 
Service delivery; (2) by fax delivery: and (3) by PTO Box delivery 
to PSF or TMSW. 


“Regular service” does not apply to trademark copies processed 
and delivered within | business day of receipt: (1) by fax; or (2) by 
PTO Box delivery. The fee for these services remains unchanged 
at $6.00. 


Fees for next business day delivery of trademark copies via 
commercial delivery service are also clarified. For U.S./Canada/ 
Mexico addresses, the fee will be $19.00 for delivery and $6.00 for 
each trademark copy. For international addresses, the fee will be 
$25.00 for delivery and $6.00 for each trademark copy. 


Since one day delivery of patent copies by fax is now encom- 
passed in “regular service,” overnight fax delivery service for 
patent copies, Fee Code 563, “Printed copy of patent w/o color, 
ordered via expedited mail or fax, exp. service,” will no longer be 
offered. Due to the limited demand and lack of image stores, 
3-hour fax delivery service for trademark registrations also will no 
longer be offered. 


PATENT COPIES 
(without Color) 


1* Class USPS Delivery 

All Customer Locations 

Patent copies processed within 2- 
3 business days of receipt 

Fax or Internet Delivery 

All Customer Locations 

Patent copies processed and 
delivered within ! 
business day of receipt 


PTO Box Delivery 
PSF/TMSW Customers Only 
Patent copies processed and 
delivered within 2-3 
business days of receipt 
Patent copies processed and 
delivered within | 
business day of receipt 


Overnight Delivery Service 

U.S./Canada/Mexico Customers 

Patent copies processed within | 
business day of receipt and 
returned next business day via 
commercial delivery service 
Fee for commercial delivery 
service per order 

Fee for each patent copy within 
an order 


$19.00 


$6.00 
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International Customers 

Patent copies processed within | 
business day of receipt and 
returned next business day via 
commercial delivery service 
Fee for commercial delivery 
service per order 

Fee for each patent copy within 
an order 


$25.00 
$6.00 
PATENT COPIES (with Color) 


ist Class USPS Delivery 

All Customer Locations 

Plant Patent copies, in color. 
processed within 2-3 
business days of receipt 

Utility Patent or SIR copies, with 
color drawings, processed within 
2-4 business days of receipt 


$15.00 


$25.00 
TRADEMARK COPIES 


ist Class USPS Delivery 
All Customer Locations 
Trademark copies processed 
within 2-3 business days of receipt 


Fax Delivery 

U.S/Canada/Mexico Customers 

Trademark copies processed and 

delivered within 2-3 business days of 
receipt 

Trademark copies processed and 

delivered within | business day of 
receipt 


International Customers 

Trademark copies processed and 

delivered within | business day of 
receipt 


$25.00 


PTO Box Delivery 

PSF/TMSW Customers Only 

Trademark copies processed and 

delivered within 2-3 business days of 
receipt 

Trademark copies processed and 

delivered within | business day of 
receipt 


Overnight Delivery Service 
U.S./Canada/Mexico Customers 
Trademark copies processed 
within | business day of receipt 
and returned next business day via 
commercial delivery service 
Fee for commercia! delivery service 
per order 
Fee for each trademark copy 
within an order 


$19.00 


$6.00 


International Customers 

Trademark copies processed 
within | business day of receipt 
and returned next business day via 
commercial! delivery service 

Fee for commercial delivery service 
per order 

Fee for each trademark copy within 

an order 


$25.00 
$6.00 


October 18, 1999 Q. TODD DICKINSON 
Acting Assistant Secretary of 
Commerce and Acting Commissioner of 
Patents and Trademarks 
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TRADEMARK APPLICATION 
EXAMINATION AND CONTENT 


Fastener Insignia Register 
To Be Posted On PTO Web Cite 


(211) 


The Patent and Trademark Office is now posting a copy of the 
Fastener Insignia Register on its Web cite (http://www.uspto.gov). 
The register is available for viewing and downloading, free of 
charge 


The Fastener Quality Act (15 U.S.C. §§5401, et seq.) requires 
that certain fasteners bear an identifying insignia for traceability 
purposes, and requires the Secretary of Commerce to provide for 
the recordation of these insignia. The implementing regulations 
(15 C.F.R. §§280.700, et seq.) direct the Commissioner of Patents 
and Trademarks to maintain a Fastener Insignia Register. The 
deadline for compliance with the Act has been extended to October 
25, 1998. 


Parties wishing to obtain paper copies of the Register should 
continue to send the written request and $20.00 fee to: 


Assistant Commissioner for Trademarks 
Box: Fastener 
2900 Crystal Drive 
Arlington, Virginia 
22202-3513 
July 24, 1998 PHILIP G. HAMPTON, II 
Assistant Commissioner 
for Trademarks 
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(212) Fastener Insignia Register 
The Patent and Trademark Office (PTO) will make available to 
the public a preliminary copy of the fastener insignia register 
which has been prepared pursuant to the Fastener Quality Act 
(Act), 15 U.S.C. § 5401 et seq. The PTO is the agency within the 
Department of Commerce which has responsibility for recording 
the fastener insignia of manufacturers and private label distributors 
as required by section 8 of the Act. Although full implementation 
of the Act has been postponed until May 26, 1998, members of the 
public have expressed interest in obtaining information concerning 
the applications for recordal of fastener insignia which the PTO 
has received to date. Accordingly, a preliminary copy of the 
register will be made available for inspection and copying in the 
Trademark Search Library in room 2B30, South Tower, 2900 
Crystal Drive, Arlington, Virginia. In addition, copies of the 
register will be available for purchase. For more information, 
contact Lizbeth Kulick by telephone at (703) 308-8900, or by fax 
at (703) 308-7220, or by mail marked to her attention and 
addressed to the Assistant Commissioner for Trademarks, 2900 

Crystal Drive, Arlington, Virginia, 22202-3513 
May 15, 1997 ROBERT M. ANDERSON 
Deputy Assistant Commissioner 
For Trademarks 
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Responsibilities of Practitioners Representing 
Clients in Proceedings Before 
The Patent and Trademark Office 


(213) 


This notice is intended to remind practitioners of certain aspects 
of their responsibilities in representing clients in proceedings 
before the Office. The Notice is also intended to supplement the 
discussion set forth in the Official Gazette Notice published at 
1086 Official Gazette 457 (Jan. 12, 1988) entitled “Practitioner’s 
Responsibility to Avoid Prejudice to the Rights of a Client/Patent 


OFFICIAL GAZETTE 
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Applicant” and to amplify and supersede the Helpful Hint pub- 
lished at 1084 Official Gazette 34 (Nov. 24, 1987) titled “Corre- 
spondence Address and/or Fee Address of Maintenance Fees.” 

Part 10 of title 37, Code of Federal Regulations, sets forth the 
Patent and Trademark Office (PTO) Code of Professional Respon- 
sibility. Each attorney or agent who practices before the PTO is 
subject to the rules set forth in Part 10 and should carefully study 
the rules promulgation originally published at 50 Federal Register 
5158 (Feb. 6, 1985) and at 1052 Official Gazette 4 (Mar. 5, 1985) 
and reproduced as item number 172 in the Consolidated Listing of 
Official Gazette Notices, published at 1086 Trademark Official 
Gazette 3 (Jan. 5, 1988). 


Practitioner's Client 


During the promulgation of Part 10, 37 CFR, several individuals 
suggested that “it may be difficult to determine the identity of the 
‘client’. . .. particularly in corporate patent departments.” The 
response to that suggestion was that “[t]he PTO will presume that 
practitioners know the identities of their clients . . ..” 50 Federal 
Register 5163 (Feb. 6, 1985); 1086 Trademark Official Gazette 
356 (Jan. 5, 1988). For example, in a patent application, practitio- 
ner’s client is ordinarily the inventor who gives practitioner a 
power of attorney to prosecute the application (37 CFR 1.31). A 
practitioner may represent only the assignee of the entire interest 
in a patent application if the assignee has filed a power of attorney 
and the assignee is conducting the prosecution of the application to 
the exclusion of the inventor. (37 CFR 1.32). 

In the promulgation of Part 10, 37 CFR, a commenter raised a 
question of who is the client when an application is filed on behalf 
of an individual, but the individual's assignee pays practitioner's 
bill. The question was answered in the following manner: 


“Practitioners are expected to know the identities of their 
clients. If a practitioner is hired by a corporation and wishes to 
make that fact plain on the record of a patent application, the 
practitioner may file an assignment and a power of attorney signed 
by the assignee. If a dispute should then occur between the 
individual and the assignee, the record would be clear that the 
assignee is the client.” 50 Federal Register 5164 (Feb. 6, 1985); 
1086 Trademark Official Gazette 357 (Jan. 5, 1988). 


In some instances, practitioners deal with a corporate liaison or 
foreign agent. Such arrangements do not automatically change the 
person whom practitioner represents, e.g., the inventor or trade- 
mark owner. The fact that a U.S. practitioner receives instructions 
from the inventor or trademark owner through a foreign attorney 
or agent does not change the fact that the client is still the inventor 
or trademark owner rather than the foreign attorney or agent. See 
Strojirenstvi v. Toyoda, 2 USPQ 2nd 1222 (Comm’r Pat. 1986), 
which at 1223 cited Yetter Manufacturing Co. v. Hiniker Co., 213 
USPQ 119, 120 (D. Minn. 1981) for the principle that “when 
attorney served as local counsel for a law firm representing 
Hiniker Co., the attorney represented Hiniker and not the law firm” 
and also cited Toulmin v. Becker, 105 USPQ 511 (Ohio Ct. App. 
1954) for the principle that “foreign patent agents or attorneys 
were not clients of U.S. patent attorney.” The PTO expects 
practitioners to know the identities of their clients and to take 
reasonable steps to avoid foreseeable prejudice to the rights of 
their clients. 


Obtaining Instructions Through Persons Other Than The Client 


In practice, it is common for instructions relating to the 
application of an inventor or trademark owner, who is the client of 
the U.S. practitioner, to be passed to the U.S. practitioner through 
intermediaries, such as corporate liaisons or foreign agents. 
Clearly, a client may choose to use a corporate liaison or a foreign 
agent to convey instructions, etc., to a practitioner. In such an 
arrangement, the practitioner may rely upon instructions of, and 
accept compensation from, the corporate liaison or the foreign 
agent as to the action to be taken in a proceeding before the Office 
so long as the practitioner is aware that the client has consented to 
have instructions conveyed through the liaison or agent. See 37 
CFR 10.68(a) and (b). An agreement between the client and the 
liaison or agent establishes an agency relationship between the 
liaison or agent and the client such that the U.S. practitioner can 
rely upon the liaison or agent as the representative of the client for 
the purpose of communicating the client’s instructions about the 
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proceeding to the U.S. practitioner. The PTO will assume that the 
client has an agreement with the liaison or agent to be represented 
by the liaison or agent. It is the responsibility of the client to notify 
the practi tioner that the agency relationship between the client and 
the liaison or agent has ceased to exist and that instructions from 
the liaison or agent should no longer be accepted. 

A practitioner could secure evidence that such an agreement 
exists by having a patent or trademark applicant sign a statement 
to that effect at the same time that the power of attorney is 
executed. For example, the following language could be inserted 
in an oath, declaration, or power of attorney form: 


“The undersigned hereby authorizes the U.S. attorney or agent 
named herein to accept and follow instructions from as to any 
action to be taken in the Patent and Trademark Office regarding 
this application without direct communication between the U.S. 
attorney or agent and the undersigned. In the event of a change in 
the persons from whom instructions may be taken, the U.S 
attorney or agent named herein will be so notified by the 
undersigned.” 


Without an agency relationship between the liaison or agent and 
the client, a practitioner would be bound by 37 CFR 10.68(b) to 
“not permit a person who recommends, employs, or pays the 
practitioner to render legal services for another, to direct or 
regulate the practitioner's professional judgment in rendering such 
legal services.” 


Practitioner's Responsibility to a Client After the Client’s Patent 
Issues or Trademark is Registered 


The Office has received inquiries from practitioners as to their 
responsibilites to a client (patent or trademark applicant) after the 
client’s patent was issued or trademark has been registered. In 
response thereto, it is pointed out that a power of attorney given 
during prosecution of a patent or trademark application is consid- 
ered to be viable after the patent is issued or the trademark is 
registered. See 50 Federal Register 5164 (Feb. 6, 1985); 1086 
Trademark Official Gazette 357 (Jan. 5, 1988). While the Office 
considers such a power of attorney to be viable for purposes of the 
practitioner taking actions in proceedings before the Office if 
practitioner and the client so desire, the existence of the power of 
attorney to file and/or prosecute the application through issuance 
of the patent or registration of the trademark does not establish 
whether practitioner has a responsibility, and a dutaffirmatively in 
a proceeding before the Office on behalf of the client after the 
patent issues or the trademark is registered. 

Practitioner's responsibility to take affirmative action in a 
proceeding before the Office after the patent issues or the trade- 

nark is registered depends upon whether practitioner still has a 
practitioner-client relationship with the client which has continued 
after the patent issued or trademark is registered. The mere 
existence of the power of attorney to file and/or prosecute the 
application through issuance of the patent or registration of the 
trademark would not establish such a practitioner client relation- 
ship in the absence of other facts establishing such a relationship 
since the purpose for which the power of attorney was originally 
given has been accomplished. 


Practitioner's Responsibility to a Former Client 


While practitioner may no longer have a practitioner-client 
relationship with a client and therefore has no duty to represent the 
client in a proceeding before the Office, a practitioner nevertheless 
has certain obligations to a former client. These obligations are 
placed upon practitioner by the Office rules and are necessary for 
the proper conduct of proceedings before the Office. Under 37 
CFR 10.23(c)(8), practitioners have a duty to inform a client or 
former client or timely notify the Office of an inability to notify a 
client or former client of certain correspondence received from the 
Office and also from the client's or former client’s opponent in an 
inter partes proceeding before the Office. Practitioners have an 
obligation whether the client is a present client or a former client. 
Included among the items of correspondence of which practitio- 
ners have the obligation to inform clients or former clients are 
notices regarding maintenance fees, reexamination proceedings, 
and institution of inter partes patent and trademark proceedings. 
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Address to Which Correspondence is Sent Regarding Patent 
Maintenance Fees and Reexamination Proceedings 


Under 37 CFR 1.33(d), a “correspondence address” or a change 
thereto may be filed with the Office during the enforceable life of 
a patent. This “correspondence address” will be used in any 
correspondence relating to maintenance fees unless a separate “fee 
address” has been specified solely for maintenance fee purposes as 
provided by 37 CFR 1.363. Practitioners who do not wish to 
receive correspondence relating to maintenance fees must change 
the correspondence address in the patented file or provide the PTO 
with a fee address to which the correspondence should be sent. It 
is not required that a practitioner file a request for permission to 
withdraw pursuant to 37 CFR 1.36 solely for the purpose of 
changing the correspondence address in a patent even though a 
withdrawal of a practitioner would change the correspondence 
address. 


Since 37 CFR 1.33(c) specifies that all notices, official letters 
and other communications for the patent owner or owners in a 
reexamination proceeding will be directed to the attorney or agent 
of record in the patent file, a request for permission to withdraw 
pursuant to 37 CFR 1.36 must be filed in the patent if the attorney 
or agent of record does not desire to receive correspondence 
relating to reexamination. For information on requests to with- 
draw, see the discussion in the Jan. 12, 1988 Official Gazette 
Notice cited above. 


Contact Points For Information 


If a practitioner has questions about the conduct of, or require- 
ments relating to a particular proceeding before the Office, those 
questions should be directed to the particular area of the Office 
responsible for the proceeding. If practitioners have questions 
about their responsibilities to their clients, those questions should 
be directed to the Office of Enrollment and Discipline. The 
telephone number of that Office is (703) 557-2012. 


May 25, 1988 DONALD J. QUIGG 


Assistant Secretary and Commissioner 
of Patents and Trademarks 
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Department of Commerce 
Patent and Trademark Office 
37 CFR Part 2 
[Docket No. 960828232-6232-01] 
RIN 0651-AA90 


Recordal Fees Associated with the Fastener Quality Act 
Agency: Patent and Trademark Office, Commerce. 
Action: Notice of Proposed Rulemaking. 


Summary: The Patent and Trademark Office (PTO) is proposing to 
establish fees associated with recordation of insignias of manufac- 
turers and private label distributors to ensure the traceability of a 
fastener to its manufacturer or private label distributor. This 
proposal is in accordance with provisions of the Fastener Quality 
Act (Public Law 101-592, as amended by Public Law 104-113). 


Dates: Written comments must be submitted on or before October 
17, 1996. No meeting will be held. 


Addresses: Address written comments to the Commissioner of 
Patents and Trademarks, Washington, D.C. 20231, Attention: 
Lizbeth Kulick, Office of the Assistant Commissioner for Trade- 
marks, 2900 Crystal Drive, Arlington, Va. 22202-3513 or by fax to 
(703) 308-7220. 


For Further Information Contact: Lizbeth Kulick by telephone at 
(703) 308-8900, or by fax at (703) 308-7220, or by mail marked to 
her attention and addressed to the Assistant Commissioner for 
Trademarks, 2900 Crystal Drive, Arlington, Va. 22202-3513. 
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Supplementary Information 


The Department of Commerce issued a notice of proposed 
rulemaking to implement the Fastener Quality Act. 57 FR 37032, 
Aug. 17, 1992. Under that notice, the task of recording fastener 
insignia was assigned to the PTO. 57 FR 37033-35, Aug. 17, 1992. 
That notice provided for recovery of insignia costs through user 
fees. 57 FR 37035-36, Aug. 17, 1992. The PTO proposes three 
twenty-dollar fees to recover its costs associated with the insignia 
recordation program. 


Cost Calculations 


The cost of processing an application for recordal of an insignia 
is as follows: 


Compensation and Benefits 
Hardware and Software Costs 
Subtotal 

General and Administrative Overhead @ 17% 950 
Total Costs 6,450 
Estimated Workload 300 
Fee Amount 21.50 
Rounded Fee $20 


Two rules, 37 CFR §§ 2.53 and 2.189, are being removed because 
they are not necessary. Section 2.53 specifies the manner in which 
drawings must be transmitted. Section 2.189 simply states the 
Office’s policy on publishing amendments to the rules. The policy 
is not changing, but does not have to be stated as a rule. 


1,000 
4,500 
5,500 


Other Considerations 


It has determined that this rule is not significant for the purposes 
of Executive Order 12866. The information coliections required by 
this proposed rule are pending approval before the Office of 
Management and Budget (OMB number 0651-0028). The affected 
public would be manufacturers and private label distributors of 
certain types of industrial fasteners. The estimated average number 
of responses is six hundred. The estimated time per response is ten 
minutes, so the estimated total annual burden is one hundred 
hours. The collected information is needed to ensure that a fastener 
can be traced to its manufacturer or private label distributor. 

This proposed fee does not require notice and comment under 5 
U.S.C. 553 or any other statute, so no analysis or certification is 
required under 5 U.S.C. 603(a). 


Lists of Subjects 
37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, Trade- 
marks, 


For the reasons set forth in the preamble, the PTO proposes to 
amend 37 CFR part 2 as set forth below. 


Part 2 - Rules Applicable to Trademark Cases 
1. The authority citation for Part 2 continues to read as follows: 
Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 
2. Part 2 is amended by adding Section 2.7 to read as follows: 
§ 2.7 Fastener Recordal Fees 
(a) Application fee for recordal of insignia. 


(b) Renewal of insignia recordal 
(c) Surcharge for late renewal of insignia recordal 


$20.00 
$20.00 
$20.00 


3. Section 2.53 is removed. 
4. Section 2.189 is removed. 


September 10, 1996 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 
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(215) Request for Information to Aid in the 
Implementation of the Recordation Requirements 


of Section 8 of the Fastener Quality Act 


Agency: Patent and Trademark Office, Commerce 
Action: Notice; Request for Information 


Summary: The Patent and Trademark Office(PTO) is seeking 
information concerning alphanumeric designations currently in 
use by manufacturers or distributors of industrial fasteners. These 
alphanumeric designations may be used to signify the physical 
characteristics, strength, chemical content, size or other informa- 
tion about the fastener upon which they appear or they may be 
used as common law trademarks to identify and distinguish the 
manufacturer or distributor of such fasteners. The PTO needs 
information concerning these alphanumeric designations in order 
to administer the proposed fastener recordal system published on 
Aug. 17, 1992, at 57 FR. 37060, 37061 to implement the 
requirements of Section 8 of the Fastener Quality Act, Public Law 
101-592. Therefore, the PTO is requesting from fastener industry 
associations, standards bodies, or individual manufacturers or 
distributors, any general or specific information available concern- 
ing alphanumeric designations currently in use within the industry, 
whether as unregistered trademarks, as marks required by a 
standard, or for any other purpose. 


Date: Comments should be submitted on or before Sept. 27, 1993. 
Comments received after this date will be considered if possible. 


Addresses: All comments concerning alphanumeric designations 
should be addressed to Lynne G. Beresford, Trademark Legal 
Administrator, Commissioner of Patents and Trademarks, Wash- 
ington, D.C. 20231, telephone number (703) 305-9464. 


For Further Information Contact: Lynne G. Beresford, Trademark 
Legal Administrator, (703) 305-9464. 


Supplementary Information: In 1990, Congress enacted the Fas- 
tener Quality Act, Public Law 101-592 (the Act) to protect public 
safety, deter introduction of non-conforming fasteners into com- 
merce, improve the tracing of fasteners used in critical applica- 
tions, and provide customers with greater assurance that fasteners 
meet stated specifications. The Act requires that certain fasteners 
sold in commerce conform to the specifications to which they are 
represented to be manufactured; provides for accreditation of 
laboratories engaged in fastener testing; and requires the inspec- 
tion, testing and certification (in accordance with standardized 
methods) of fasteners covered by the Act. 


Section 8 of the Act prohibits offering fasteners for sale that are 
required by an applicable standard or specification to bear a raised 
or depressed insignia identifying the manufacturer or private label 
distributor unless such manufacturer or distributor has complied 
with the requirements of a program of the Secretary of Commerce 
for the recordation of such insignia in order to ensure that the 
fasteners can be traced to the manufacturer or distributor. 


The program for recordation of fastener insignias, established 
by the Secretary of Commerce and administered by the Patent and 
Trademark Office, will allow the owner of a mark, which is the 
subject of a duly filed trademark application or registration, to 
apply for recordal of that mark as its fastener insignia. However, if 
the manufacturer or private label distributor does not wish to use 
a trademark as its fastener insignia, it will be permitted to apply for 
a unique alphanumeric designation for that purpose. 


The PTO wants to ensure that it does not inadvertently issue an 
alphanumeric designation that is either already in use by a 
manufacturer or distributor as its identifying insignia, or a desig- 
nation already in use by the industry to signify the physical 
characteristics, strength, chemical content, size or other informa- 
tion about the fastener. For that reason, the PTO is requesting from 
fastener industry associations, standards bodies, or individual 
manufacturers or distributors, any general or specific information 
available concerning alphanumeric designations currently in use 
within the industry, whether as unregistered trademarks, as marks 
required by a standard, or for any other purpose. The PTO does not 
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need information concerning specific registered alphanumeric 
trademarks, as that information is readily available from the PTO’s 
database. 


(Authority: 15 USC 5407) 
July 15, 1993 MICHAEL K. KIRK 
Acting Assistant Secretary 
and Acting Commissioner 
of Patents and Trademarks 
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(216) Use of International Classification in the 
Trademark Search Library 
The Patent and Trademark Office is proposing to convert the 
Trademark Search Library (TMSL) system of classification from 
the United States classification system to the International classi- 
fication system in 1998. Use of the International classification 
system would provide the following: 


* Consistency with the Trademark application pipeline which has 
not used the U.S. classification system for many years. 


* Reduced paper storage requirements, thus allowing more docu- 
ments to remain in the fixed amount of space available for the 
TMSL. 


* Improved operating efficiency. 


* Improved paper search files as a result of the decrease in 
superfluous copies. 


Comments on the proposal to convert from the U.S. classification 
system to the International classification system may be submitted 
to Janye Myers, Acting Director, Center for Patent and Trademark 
Information, PK3-441, U.S. Patent and Trademark Office, Wash- 
ington, D.C., 20231 for 30 days from the date of this notice 
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(217) Major Changes in 
Trademark Classification Policy 

On January 1, 1997, the seventh edition of the Nice Agreement 
(Agreement) went into effect. As a result of the changes in the 
Agreement and policy decisions made within the PTO, the 
following class changes have been made in U.S. trademark 
classification policy. There are additional changes and additions to 
the U.S. Acceptable Identification of Goods and Services Manual 
(U.S. Manual}, however, those listed below are the most signifi- 
cant and frequently encountered. The revised U.S. Manual is 
available at the PTO web site (http://www.uspto.-gov/) in the area 
entitled “Information by Topic.” The updated U.S. Manual will 
also be included on all future trademark CD-ROM products that 
are produced by the PTO. Also, the U.S. Manual will be available 
in paper form through the Government Printing Office in the near 
future. GPO is currently accepting orders for the U.S. Manual at 
(202) 512-1800. 


- Retail store services (and other retail/distributorship, etc. 
services) transferred from Class 42 to Class 35. 


. Computer game programs transferred from Class 28 to Class 9. 


. Cleaning machines, such as vacuum cleaners and floor 
polishing machines, transferred from Class 9 to Class 7 with other 
cleaning machines. 

. Gas-powered welding apparatus transferred from Class 8 to 
Class 7. 


. Lottery services transferred from Class 36 to Class 41. 
. Videotape editing and other film editing services transferred 
from Class 40 to Class 41. 


U.S. PATENT AND TRADEMARK OFFICE 
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. Destruction and incineration of waste and trash transferred 
from Class 42 to Class 40. 

. Computer programs downloadable from a global computer 
network transferred from Class 42 to Class 9. 

February 3, 1997 PHILIP G. HAMPTON, II 
Assistant Commissioner for Trademarks 
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Title 37-Patents, Trademarks, 
and Copyrights 


Chapter I-Patent Office, Department of Commerce 


Parts 2 and 6-Rules of Practice in Trademark Cases 
International Trademark Classification 


A proposal was published at 37 F.R. 6404 to revise § 6.1 of the 
Rules of Practice in Trademark Cases. The Patent Office proposed 
to establish the “International Classification of Goods and Services 
to Which Trademarks Are Applied” (the subject of the “Nice 
Agreement Concerning the International Classification of Goods 
and Services for the Purposes of the Registration of Marks” of 
1957, as revised at Stockholm on July 14, 1967) as the primary 
classification of goods and services for registration of trademarks 
and service marks. Pursuant to the Notice, written comments have 
been received, and a public hearing was held on June 14, 1972. 
Full consideration has been given to all matter presented, and 
changes in the text of the original proposal have been made in 
view thereof. It has been determined that adoption of the interna- 
tional classification system is desirable. 


The Patent Office has studied the international classification 
and, since Mar. 5, 1968, has indicated the appropriate international 
class in all publications and on all issued registrations and 
renewals as a subsidiary classification. Based on this experience 
and the comments received, it is now believed that adoption of the 
international schedule as the primary classification system is 
desirable. The international system is easier to administer because 
of fewer classes of goods and the availability of an alphabetical 
listing of goods and services. 


The Nice Agreement provides for an International Committee of 
Experts whose objective is to keep the classification current. The 
classification of specific goods and services is set forth in the 
Alphabetical List entitled “International Classification of Goods 
and Services to Which Trademarks Are Applied” (published by the 
World Intellectual Property Organization). In addition, the Inier- 
national Trademark Classification List contains the names of the 
classes setting forth the basic contents of each class. The Alpha- 
betical List also comprises explanatory notes which serve as 
guidelines for determining the appropriate international class for a 
specific product or service. 


The alphabetical listing within the International Trademark 
Classification Manual is currently used by the Office as a guideline 
for determining the degree of particularity of identification of 
goods. See “Identification of Goods and Services in Trademark 
Applications,” 36 F.R. 13232; July 16, 1971. 


Applications for registrations filed on or after Sept. 1, 1973, and 
registrations issuing thereon, will be classified according to the 
international classification set forth in the new § 6.1. Accordingly, 
the international classification is adopted under Section 30 of the 
Trademark Act of all purposes under the statute and rules; and, 
therefore, will be the criterion for determining, inter alia, fees. 


Applications for the registration of marks filed on or before Aug. 
31, 1973, appeals or petitions to revive or oppositions filed in 
connection with said applications, and affidavits, renewals and 
petitions for cancellation filed in connection with registrations 
issuing thereon, will continue to be processed under the classifi- 
cation system existing at the time the mark was registered. 
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All applications which are published and registrations which are 
issued will carry both the appropriate international classification 
and existing U.S. classification number. 

An insufficient fee, in connection with an appeal or opposition 
on any application or in connection with an affidavit or renewal 
filed in connection with any registration, will not render the same 
unacceptable, if the proper fee is submitted within a time limit set 
forth in a notification of the defect, providing the proper fee for at 
least one class has been originally submitted within the applicable 
time limit. This will be the case even if the full fee is not received 
within the sixth year in the case of an affidavit filed under Section 
8 or before the end of the twentieth year, including the grace 
period, in the case of renewal applications, or within the six-month 
statutory response period in the case of an appeal, or within the 
thirty-day opposition period, or any extension thereof in the case 
of the filing of an opposition. 

The existing classification system will continue to be used for 
searching registered and pending marks until all documents in the 
search file are organized on the basis of the international system of 
classification. Until this changeover is effected, the U.S. class 
designation will continue to be printed on all published applica- 
tions and registrations issued under the existing or the international 
classification system to facilitate searching on the basis of the 
existing U.S. system of classification. 


Until all applications filed on or before Aug. 31, 1973, have 
been disposed of, the trademark sections of the Official Gazette, 
which are organized by class, will include two sections: one for 
applications published or registrations issued on the basis of 
applications filed on or before Aug. 31, 1973, organized by class 
according to the U.S. schedule of classes; the other section for 
applications published or registrations issued on the basis of 
applications filed on or after Sept. 1, 1973, organized by class 
according to the new international schedule. 


Certification marks and collective membership marks will 
continue to be classified as set forth in redesignated §§ 6.3 and 6.4. 


Efforts will be made to have the International Trademark 
Classification List printed by the Government Printing Office or 
otherwise assure the availability of the List from local sources. 
Notification will appear in the Official Gazette when the List is 
available from local sources of the Government Printing Office. 


The English edition of the “International Classification of 
Goods and Services to Which Trademarks Are Applied” can 
presently be ordered from: 


Sales Branch, The Patent Office, Block C 
Station Square House, St. Mary Cray 
Orpington, Kent, England 


Certain modifications and additions to the international trade- 
mark classification have been published as supplements and are 
also available from the British Office. In addition, and inasmuch as 
the World Intellectual Property Organization (WIPO) has issued 
the List in several languages, it is anticipated that an English 
version will be published by that organization. 


We have been advised by the Patent Office of the United 
Kingdom that the only acceptable methods of payment for the 
International Trademark Classification List are by International 
Postal Money Order or by banker's draft payable in sterling and 
drawn on a bank in the United Kingdom. 


May 14, 1973 ROBERT GOTTSCHALK 


Commissioner of Patents 


BETSY ANCKER-JOHNSON 
Assistant Secretary for 
Science and Technology 
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Published in 38 F-R. 41681, June 4, 1973 
[911 TMOG 210} 


(Note: Rule 2.85 (Classification schedules) was revised and 
Rule 6.1 (International schedule of classes of goods and services) 
was established as of September |, 1973 by this notice: prior U.S. 
schedule of classes was redesignated as Rule 6.2.) 





(219) Department of Commerce 


Patent and Trademark Office 
Changes in Practice Concerning Letters of Protest 
After April 1, 1995, Letters of Protest filed prior to the 


publication of a mark for opposition will be granted only if there 
is sufficient evidence in the Letter of Protest to establish a prima 


facie case which supports a refusal of registration. In such a case, 


publication of the mark for opposition, without consideration of 
the issue and evidence presented in the Letter of Protest, might 
result in a clear error by the Office. Further, after April 1, 1995, 
FOIA requests for copies of letters of protest should be directed to 
the Office of the Assistant Commissioner for Trademarks, rather 
than to the Solicitor’s Office. 

Letter of Protest practice will change as follows: Under current 
practice, when a Letter of Protest is filed prior to the publication of 
a mark, the evidence in the letter is forwarded to the Examining 
Attorney whenever such evidence can properly be considered by 
an examining attorney during ex parte examination and the 
evidence supports any reasonable ground for refusal. 


Under the revised practice, when a Letter of Protest is filed prior 
to the publication of a mark, the evidence in the letter will be 
forwarded to the Examining Attorney only if there is sufficient 
evidence in the Letter of Protest to establish a prima facie case 
which supports a refusal of registration such that publication of the 
mark for opposition, without consideration of the issue and 
evidence presented in the Letter of Protest, might result in a clear 
error by the Office. 


The standard for the granting of a Letter of Protest filed or 
considered after publication of the mark in the Official Gazette is 
not changing. The standard is whether publication of the mark 
constituted clear error and whether the Letter of Protest was filed 
within thirty days of the publication of the mark. Jn re Pohn, 3 
USPQ2d 1700 (Comm’r Pats. 1987), and In re BPJ Enterprises 
Ltd., 7 USPQ2d 1375 (Comm’r Pats. 1988). 


Because the Letter of Protest procedure, which permits a third 
party to introduce evidence during the ex parte examination of an 
application, is not mandated by statute or rule, the Office wants to 
clearly define the standards used for granting Letters of Protest and 
harmonize the standards used for granting these letters before and 
after publication of the mark. The new standard for prepublication 
Letters of Protest will discourage the filing of Letters of Protest 
which do not present sufficient evidence to support a prima facie 
case for refusal to register. As a result, fewer applications will be 
taken out of the normal order of processing for consideration of 
evidence in a Letter of Protest. 


Requests for Copies of Letters of Protest 


At the present time, copies of documents relating to Letters of 
Protest are requested pursuant to the Freedom of Information Act 
(FOIA) from the Solicitor’s Office of the Patent and Trademark 
Office. After April 1, 1995, any party making a FOIA request for 
a complete copy of the Letter of Protest should file that request 
directly with the Office of the Assistant Commissioner for Trade- 
marks by mailing it to 2900 Crystal Drive, Arlington, Va. 22202- 
3513 or by faxing it to (703) 308-7220. Such a request should be 
directed to the attention of the Administrator for Classification and 
Practice. Upon review of the Letter of Protest material, the 
Administator will usually forward a copy of the Letter of Protest 
and its attachment to the requester. Only in cases where the Letter 
of Protest or its attachments contain material that would poten- 
tially be expected from disclosure under the Freedom of Informa- 
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tion Act will the Administrator not forward the requested material. 
If, in the opinion of the Administrator, any part of the Letter of 
Protest materials should be excepted from disclosure under FOIA, 
the matter will be forwarded to the Office of the Solicitor for 

further review. 
February 21, 1995 PHILIP G. HAMPTON, II 
Assistant Commissioner 
for Trademarks 
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Nonregistrability of Misleading Geographic 
Indications -- Amendment of the Trademark Act 
by the North American Free Trade 
Agreement Implementation Act 


(220) 


Article 1712 of the North American Free Trade Agreement 
(NAFTA) requires the United States, Canada and Mexico to 
prohibit the use or Trademark registration of geographical indica- 
tions in connection with goods that do not originate in the 
indicated territory, region or locality, if the public would be misled 
as to the geographical origin of the goods.' 

President Clinton signed the “North American Free Trade 
Agreement Implementation Act,” Public Law 103-182, 107 Stat. 
2057, on Dec. 8, 1993. The legislation. amending Sections 2(e), 
2(f) and 23(a) of the Trademark Act, applies to applications filed 
on or after Dec. 8, 1993, and took effect on Jan. 1, 1994. The Act, 
entitled “An Act to provide for the registration and protection of 
trademarks in commerce, to carry out the provisions of certain 
international conventions, and for other purposes,” approved July 
5, 1946, commonly referred to as the Trademark Act of 1946, has 
been amended as indicated. Amendments are shown in italics: 


I. Subsection 2(e) (15 U.S.C. 1052(e)): 


“(e) Consists of a mark which (1) when used on or in connection 
with the goods of the applicant is merely descriptive or deceptively 
misdescriptive of them, (2) when used on or in connection with the 
goods of the applicant is primarily geographically descriptive of 
them, except as indications of regional origin may be registrable 
under section 4, (3) when used on or in connection with the goods 
of the applicant is primarily geographically deceptively misde- 
scriptive of them, or (4) is primarily merely a surname.” 


II. Subsection (f) (15 U.S.C. 1052(f)): 


“(f) Except as expressly excluded in paragraphs (a), (b), (c), (d), 
and (e)(3) of this section, nothing herein shall prevent the 
registration of a mark used by the applicant which has become 
distinctive of the applicant’s goods in commerce. The Commis- 
sioner may accept as prima facie evidence that the mark has 
become distinctive, as used on or in connection with the appli- 
cant’s goods in commerce, proof of substantially exclusive and 
continuous use thereof as a mark by the applicant in commerce for 
the five years before the date on which the claim of distinctiveness 
is made. Nothing in this section shall prevent the registration of a 
mark which, when used on or in connection with the goods of the 
goods of the applicant, is primarily geographically deceptively 
misdescriptive of them, and which became distinctive of the 
applicant's goods in commerce before the date of the enactment of 
the North American Free Trade Agreement Implementation Act.” 


III. Section 23(a)(15 U.S.C 1091(a)): 


“(a) In addition to the principle register, the Commissioner shall 
keep a continuation of the register provided in paragraph (b) of 
section | of the Act of March 19, 1920, entitled "An Act to give 
effect to certain provisions of the convention for the protection of 
trademarks and commercial names, made and signed in the city of 
Buenos Aires, in the Argentine Republic, August 20, 1910, and for 
other purposes“, to be called the supplemental register. All marks 
capable of distinguishing applicant's goods or services and not 
register herein provided, except those declared to be unregistrable 
under subsections (a), (b), (c), (d), and (e)(3) of section 2 of this 
Act, which are in lawful use in commerce by the owner thereof, on 
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or in connection with any goods or services may be registered on 
the supplemental register upon the payment of the prescribed fee 
and compliance with the provisions of subsections (a) and (e) of 
section | so far as they are applicable. Nothing in this section shall 
prevent the registration on the supplemental register of a mark, 
capable of distinguishing the applicant’s goods or services and not 
registrable on the principal register under this Act, that is declared 
to be unregistrable under section 2(e)(3), if such mark has been in 
lawful use in commerce by the owner thereof, on or in connection 
with any goods or services, since before the date of the enactment 
of the North American Free Trade Agreement Implementation 
Act.” 


A mark which is unregistrable on the Principal Register under 
2(e)(3) of the Trademark Act, as amended, on the ground that it is 
primarily geographically deceptively misdescriptive of the goods 
or services, may be registered under 2(f) only if it became 
distinctive of the goods or services in commerce before December 
8, 1993. Similarly, such a mark, capable of distinguishing the 
applicant’s goods or services, may be registered on the Supple- 
mental Register only if it has been in lawful use in commerce by 
the owner since before December 8, 1993. A mark that is 
unregistrable under 2 (e)(3) because it contains matter which is 
primarily geographically deceptively misdescriptive of the goods 
or services will not be rendered registrable by a disclaimer of the 
geographically deceptively misdescriptive component. Matter 
which is primarily geographically deceptively misdescriptive may 
be omitted or deleted from the drawing in appropriate cases 


' The Article also prohibits any use constituting unfair competition 
within the meaning of Article 10bis (Unfair Competition) of the 
Paris Convention. 
April 1, 1994 ROBERT ANDERSON 
Acting Assistant Commissioner 

for Trademarks 
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(221) Questions and Answers 


I. New Trademark Application Filing Requirements 


The Trademark Law Revision Act of 1988, which was imple- 
mented on Nov. 16, 1989, contains the most significant amend- 
ments to the Lanham Act since its enactment in 1947. The Patent 
and Trademark Office has significantly revised the Trademark 
Rules of Practice to reflect the changes in the law. Additionally, the 
PTO has issued a supplement to Revision 7 of the Trademark 
M. l of E. ining Procedure that reflects the changes in the 
law, rules, and Office policy and is available from the Government 
Printing Office. 

The PTO’s Office of the Assistant Commissioner for Trade- 
marks has prepared a series of “Questions and Answers” about 
Office practice under the new law and rules. This first in the series 
concerns the requirements for the initial filing of an application. 
Subsequent “Questions and Answers” will address various exami- 
nation issues, the statement of use, requests for extension of time 
to file the statement of use, the amendment to allege use and notice 
of allowance. 





Q. What is an intent-to-use application? 


A. The Trademark Law Revision Act of 1988 became effective on 
Nov. 16, 1989. It amended the Trademark Act to add a new basis 
for filing an application for Federal trademark registration on the 
Principal Register. A party with a bona fide intention to use a 
specific mark in commerce in relation to specific goods or services 
may now file an application. However, before the mark will be 
registered, the applicant must use the mark in commerce in 
connection with the specified goods or services and submit 
specimens evidencing use and a verified allegation concerning that 
use. 
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First, an intent-to-use application will be examined in relation to 
all substantive and procedural requirements, except use-related 
issues, and, if acceptable, published for opposition. If there is no 
opposition, or any opposition is resolved in the applicant’s favor, 
the applicant will receive a notice of allowance. 

The applicant must submit a statement of use within six months 
of that date, or request a six-month extension of time. The 
applicant may then request up to four additional six-month 
extensions of time in which to file the statement of use. The grant 
of such extensions is predicated, in part, upon the applicant’s 
showing of “good cause” as to why the mark has not yet been used. 
Thus, an applicant may have up to 36 months from the mailing of 
the notice of allowance within which to file a statement of use. 
(See Trademark Rules 2.88 and 2.89 concerning the requirements 
for a statement of use and extension requests.) Upon filing, the 
statement of use will be examined and, if accepted, the mark will 
register. 


Q. How does an intent-to-use application differ from an applica- 
tion based upon use in commerce? 


A. The primary difference between the two types of applications 
is the basis for filing. Because of that difference, the filing 
requirements and processing of the two types of applications differ. 

A party may not file an application based upon use of a mark in 
commerce until after that use has occured. Instead of asserting a 
bona fide intent to use the mark in commerce, the use-based 
application must include allegations concerning dates of use and 
specimens evidencing use as a filing requirement. The use-based 
application will be examined and, if acceptable, published for 
opposition. If the mark is not opposed, or any opposition is 
resolved in the applicant’s favor, the mark will register. This 
procedure differs from the application procedure for an intent-to- 
use application, as noted above. 

However, in all other respects the legal reasons for refusing 
registration (such as descriptiveness, likelihood of confusion, etc.) 
and the procedural requirements (such as specificity of identifica- 
tions of goods, signature by applicant, etc.) are exactly the same 
for the two types of applications. Additionally, upon registration, 
the filing date of any application on the Principal Register is a 
constructive date of first use of the mark. 


Q. What are the requirements for filing an intent-to-use applica- 
tion? 


A. A complete intent-to-use application consists of a written 
application, a drawing of the mark, and the required filing fee for 
each class of goods. The requirements for a written intent-to-use 
application are set forth in Trademark Rule 2.33. The application 
must be made to the Commissioner of Patents and Trademarks, 
must include a request for registration, and must be signed and 
verified (sworn to) by the applicant. 

The application must specify: the name and address of the 
applicant; information about the applicant’s legal entity; a claim 
that the applicant has a bona fide intention to use the mark in 
commerce; the particular goods or services on or in connection 
with which the applicant has a bona fide intention to use the mark; 
the class of goods or services according to the official classifica- 
tion, if known to the applicant; and the intended mode, manner or 
method of applying, affixing or otherwise using the mark on or in 
connection with the goods or services specified. 

The applicant must sign a verfication of the application which 
includes, in part, averments that the applicant is believed to be 
entitled to use the mark sought to be registered; that to the best of 
the declarant’s knowledge and belief no other entity has the right 
to use the mark in commerce, either in the identical form or in such 
near resemblance as to be likely, when applied to the goods or 
services of such other entity, to cause confusion, or to cause 
mistake, or to deceive; and that the facts set forth in the application 
are true. 

Please note that Rule 2.33 differs form section 1(b) of the Act 
because the rule requires the above verification to include a 
statement that “the applicant is the owner of the mark” rather than 
that “the applicant believes it is entitled to use the mark.” This 
specific requirement of the rule should be disregarded to the extent 
that it differs from the statute. The rule will be amended in due 
course. 
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Q. What are the minimum requirements for receipt of a filing date 
for an intent-to-use application? 


A. Trademark Rule 2.21 sets forth the minimum requirements for 
receipt of a filing date for intent-to-use applications, as well as 
other types of applications. These minimum formal requirements 
do not include all of the requirements which may ultimately be 
necessary to obtain registration, but merely those which must be 
satisified to receive a filing date. 

An intent-to-use application must include the following ele- 
ments in order to receive a filing date: the name of the applicant, 
the name and address to which communications can be directed, a 
drawing of the mark substantially meeting all of the requirements 
of Trademark Rule 2.52, an identification of goods or services, a 
claim of a bona fide intention to use the mark in commerce, a 
verification or declaration under Trademark Rule 2.33(b) signed by 
the applicant, and the required filing fee for at least one class of 
goods or services. If an application lacks any one of these 
elements, it will be denied a filing date and all papers will be 
returned to the applicant as informal. 


Q. Is there any change in the requirements for applications based 
upon either use in commerce or Section 44 of the Trademark Act? 


A. Yes. Effective Nov. 16, 1989, an application must be signed in 
order to receive a filing date. Trademark Rule 2.21 has been 
amended to require that an application include a verification or 
declaration in accordance with Trademark Rule 2.33(b), signed by 
the applicant, to receive a filing date. This requirement applies to 
all applications filed after Nov. 16, 1989, regardless of the basis for 
filing. Unsigned applications will be returned to the applicant as 
informal. A verified assertion, signed by the applicant, of the basis 
for filing, is believed to be essential because of the importance of 
the filing date as a constructive date of first use of the mark for 
registration of the Principal Register. 

All other filing requirements for use-based applications remain 
unchanged. 

Concerning Section 44 which permits, under certain circum- 
stances, the filing of an application in the United States based upon 
an application or registration in another country, there are two 
additional changes. Effective Nov. 16, 1989, an application filed 
under Section 44(d) or Section 44(e) of the Trademark Act must 
include an allegation that the applicant has a bona fide intention to 
use the mark in commerce. However, Section 44 applicants will 
still be exempt from any use requirement as a condition to 
registration. In other words, Section 44 applicants are not required 
to file specimens evidencing use of the mark or an allegation of use 
in order to obtain registration. 

As a requirement for obtaining a filing date, an application filed 
pursuant to Section 44(d) must include in the heading of the 
drawing the date of the foreign filing which forms the basis of its 
priority claim. 


Q. Who can sign an application? 


A. There are two issues that may arise with respect to the signature 
on an application: (1) whether the signature is sufficient for receipt 
of a filing date, and (2) whether the signature is that of the 
applicant. 

The following persons can properly sign an application for an 
applicant: an individual applicant, a general partner of a partner- 
ship, or an officer of a corporation or association. 

If an application is signed by an improper party, but the 
improper party had “color of authority” to act for applicant, the 
Office will require re-execution of the application, but will not 
invalidate the filing date. (See Trademark Rule 2.71(c) concerning 
“color of authority.”) The Examining Attorney will determine 
whether the signatory had color of authority to sign the application 
for the applicant. A person has such color of authority if he or she 
has firsthand knowledge of the relevant facts and implied or actual 
authority to act on behalf of the applicant. A general manager may 
qualify under this standard. The applicant's attorney will not 
ordinarily be regarded as possessing color of authority to sign on 
behalf of a client. Attorneys, who are not employees of a corporate 
applicant, do not usually have firsthand knowledge of a client's 
business or the authority to act on behalf of a client, other than as 
legal representative. 
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If the signature is acceptable for the purpose of receiving a filing 
date (i.e., if the signatory had color of authority), but is not the 
signature of the applicant, a substitute verification by the applicant 
of the facts in the application will be required. If the person who 
signed did not have even color of authority, the Examining 
Attorney will refuse registration because the applicant did not 
meet the minimum requirements of Rule 2.21 for receipt of a filing 
date. An application signed by a party without color of authority is 
void ab initio and cannot be corrected by submission of a 
substitute declaration. 


Q. Are “fax” copies of signatures acceptable? 


A. The Trademark Operation does not have the equipment to 
accept documents transmitted by “fax” for purposes of receiving a 
filing date. However, the signature on a properly filed application 
may be a photocopy or “fax” copy of the original signature. The 
subsequent submission of the original document will be required 
by the Examining Attorney. 


Q. What is the significance of the filing date? 


A. Section 7 of the Trademark Act has been amended to provide 
that the filing date of an application of the Principal Register is a 
constructive date of first use of the mark in commerce, provided 
the application matures into a registration. Thus, filing affords the 
applicant nationwide priority over others, with the exception of 
parties who had used the mark before the applicant's filing date, 
parties who had filed before the applicant, or parties who are 
entitled to an earlier priority filing date based upon the filing of a 
foreign application under Section 44(d) of the Trademark Act. 


Q. Can an application be based upon both use and intent-to-use? 


A. No. Section I(a) of the Trademark provides for the filing of 
applications based upon actual use in commerce, while Section 
1(b) provides for the filing of applications based upon intent-to- 


use. Trademark Rule 2.33(d) states that an applicant may not file 
under both Sections I(a) and 1(b) of the Act in a single application, 


nor may an applicant in an application under Section |(a) of the 
Act amend to seek registration under Section 1(b). Any application 
filed under both Sections I(a) and |(b) of the Trademark Act will 
be denied a filing date and returned to the applicant. 


Q. Can an applicant assert both a Section 44 claim and an 
intent-to-use or use claim in the same application? 


A. Yes. Section 44(d) provides for applications based upon an 
application for registration filed in an applicant's country of origin, 
and section 44(e) provides for applications based upon a registra- 
tion in applicant's country of origin. An application may be based 
upon both a foreign application or registration under Section 44 
and either use in commerce under Section I(a) or intent-to-use 
under Section 1(b). 


Q. Since a Section 44 application contains a statement of a bona 
fide intent to use the mark in commerce, isn't this also an 
intent-to-use application? 


A. No. The statement of a bona fide intent to use a mark is one of 
the statutory requirements for a Section 44 filing and the PTO will 
not consider the mere inclusion of such a statement to constitute 
the assertion of a basis for filing under Section 1(b) of the Act. In 
other words, once the requirements for Section 44 are met and the 
application successfully completes the opposition period, the mark 
will register (rather than a notice of allowance issuing in the 
application). 

A Section 44 applicant may also assert an intent-to-use basis by 
explicitly stating, after its statement of a bona fide intent to use the 
mark in commerce, that it is also asserting a Section 1(b) basis for 
filing. 


Q. Can an intent-to-use application be filed on the Supplemental 
Register? 


A. No. An intent-to-use application initially filed on the Supple- 
mental Register will be denied a filing date and returned to the 
applicant. No amendment of an intent-to-use application to the 
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Supplemental Register will be accepted until after use has com- 
menced and after the filing and acceptance of an amendment to 
allege use or a statement of use. In such a case, the effective filing 
date of the application will be changed to the date on which the 
applicant filed the amendment to allege use under Section I(c) of 
the Trademark Act or the statement of use under Section 1(d) of 
the Act. 


Q. Must an intent-to-use applicant begin using the mark before a 
registration will issue? 


A. Yes. An intent-to-use application may not mature into a 
registration until use of the mark has begun. After use begins, the 
applicant must verify such use in either (1) an amendment to allege 
use or (2) a statement of use. In addition, applicant must submit 
specimens evidencing use and a tee of $100 per class of goods or 
services in the application. 


Q. What is the difference between an amendment to allege use and 
a Statement of use? 


A. The primary difference between the amendment to allege use 
and the statement of use is the time of filing. The amendment to 
allege use may be filed during initial examination of the applica- 
tion, i.e., after the filing date of the application and before the date 
on which the Examining Attorney approves the mark for publica- 
tion. If the amendment to allege use is accepted, the application 
will then be processed for publication and issuance in the same 
manner as a use-based application 

If no amendment to allege use is filed before the Examining 
Attorney approves the mark for publication, the mark will be 
published for opposition. After the successful completion of the 
opposition period, the PTO will issue a notice of allowance. The 
applicant will then have six months from the date of the notice of 
allowance in which it must file a statement of use, or file a written 
request for an extension of time in which to file the statement of 
use. Successive extensions of time, aggregating no more than 36 
months from the notice of allowance, may be obtained pursuant to 
Trademark Rule 2.89. 


Nov. 27, 1989 JEFFREY M. SAMUELS 


Assistant Commissioner for Trademarks 
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T-Search Printouts as 
Section 2(d) References 


(222) 


As part of its ongoing automation program, the PTO is pleased 
to announce that on or about July 1, 1986, Trademark Examining 
Attorneys will use the automated Trademark search system (T- 
Search) exclusively for searching word marks. The Examining 
Attorneys will use computer printouts to advise applicants about 
Section 2(d) references. The printouts will include computer- 
generated facsimiles of the drawing where appropriate. The 
printouts will be used for word marks, whether the word is 
depicted in a typed drawing or in stylized form. Photocopies of 
certificates of registration will continue to be used for design 
marks. 


The Patent and Trademark Office, in consultation with the 
Public Advisory Committee for Trademark Affairs, has established 
accuracy standards for the computerized data. Data elements 
which are not essential for examiner searching are being system- 
atically checked and corrected. The following data elements which 
are essential for examiner searching purposes are essentially 
complete: 


. MARK 
. SERIAL NUMBER 
3. REGISTRATION NUMBER 
. FILING DATE 
. REGISTRATION DATE 
. GOODS AND SERVICES 
. INTERNATIONAL CLASS 
. U.S. CLASS 
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Subject to the above caveat, the printouts will contain all the 
information that appears on the certificate of registration with one 
exception. If an application for registration was based on Section 
44, 15 U.S.C. 1126, the printout will indicate that the registration 
or application was filed under the provisions of Section 44 (using 
the notation “SECT 44”). The printout will also show the priority 
date if the application was filed under the provisions of Section 
44(d). However, it will not indicate the country or certificate 
number of the foreign registration on which the U.S. registration 
was based. 


The printouts will also contain additional registration informa- 
tion which was not provided under the non-automated system, as 
follows: 


A. Change in registration-This will indicate that a registration 
waschanged after registration, such as by an amendment of the 
mark oridentification of goods/services. The current information 
will bedisplayed in the printout 


B. Affidavits-This indicates that a Section 8 affidavit of contin- 
ueduse was accepted, that a Section 15 affidavit of incontestability 
was acknowledged, or that a mark was republished under the 
provisions of Section 12(c). 


C. Renewals-Applicable renewal information, such as “Ist 
Renewal” or “2nd Renewal” will be shown. 


D. Owner-In addition to listing the original registrant, the 
lastknown owner, as the change of ownership is acknowledged by 
the Office by virtue of examining an affidavit or renewal, will be 
included. 


The following provides an explanation of the terms/symbols 
used in the printout: 


1. Goods or services appearing in doubie parentheses “(( ))” 
were notincluded in a Section 15 affidavit. 

2. Goods or services appearing in brackets “[ |” were deleted 
afterregistration by amendment, correction, restriction or at the 
time ofrenewal. 

3. Dates will appear as year, month and day. For example, June 
20,1983 will appear as 1983.06.20 

4. Goods and services will be indicated with the international 
class(IC), the prior U.S. classification (US), the identification, date 
offirst use and date of first use in commerce. 

5. Registrants (OWNER) will be listed showing the cwner’s 
name,entity designation (e.g., individual, partnership, corporation- 
),country of citizenship or state or country of incorporation, 
andaddress 

6. Pseudo mark-This material is merely a search aid and has 
nobearing on the registration information. 

7. Design search code-This is also merely an aid for computer- 
izedsearching of design marks, by which a number is assigned to 
describea particular design element. It has no bearing on the 
registration information. 

8. Mark drawing code-This indicates the appearance of the 
mark, andagain is not part of the registration data. There are six 
markdrawing codes. 


i-typed drawing 

2-design only 

3-words, letters and/or numbers and design 
4-words, letters and/or number in block form 
letters;not typed drawing) 

5-words, letters and/or numbers in a stylized form 
6-sound marks 


(block 


An example of a computer printout and a facsimile of a stylized 
word mark follow. 


June 23, 1986 MARGARET M. LAURENCE 


Assistant Commissioner 
for Trademarks 
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(223) Wording In Verification or Declaration of 


Trademark Application 


Applicants and attorneys are requested to use the following 
wording in the part of the verification or declaration of the 
trademark application which indicates the signer’s belief that the 
mark applied for does not resemble another person’s mark: 


--that no other person, firm, corporation, or association, 
to the best of his knowledge and belief, has the right to 
use such mark in commerce either in the identical form 
thereof or in such near resemblance thereto as to be likely 
when applied to the goods of such other person, to cause 
confusion, or cause likely, mistake, or to deceive: - 


The wording emphasized conforms to the language of both 
Sections 1(a)(1) and 2(d) of the Trademark Act of 1946 

Some applicants and attorneys, instead of using the wording 
emphasized above, are still using the now obsolete wording “as 
might be calculated to deceive” which was promulgated in the 
forms under the Trademark Act of 1905 and inadvertently contin- 
ued by the Act of 1946 up to October 1962 in Section 1(a)(1) and 
in the forms connected with the Act. Section 1(a)(1) of the 1946 
Act was amended by Act of October 9, 1962 (Public Law 772, 
87th Congress, 76 Stat. 769) to conform it to the language of 
Section 2(d) of the 1946 Act, since the language of Section 2(d) 
reflects the thinking at the time the 1946 Act was written. The 
wording of the trademark forms for the 1946 Act has also been 
amended appropriately. 

It is desirable that proper wording be used. However, since the 
differences in wording referred to above are considered to be 
differences of form rather than of substance. Examiners will not 
require new verifications or declarations. When the obsolete 
wording is observed and a letter is to be written for other reasons, 
Examiners will at that time call attention to the fact that the 
wording is obsolete and should be modified in applications in the 
future. 


Mar. 25, 1974 RENE D. TEGTMEYER 
Assistant Commissioner 
for Trademarks 
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Petition to Make Trademark 
Applications Special 
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The practice of expediting the prosecution of new trademark 
applications on request of the applicant (accelerated prosecution) 
was rescinded, effective Aug. 1, 1971 (36 FR. 13231, July 16, 
1971; 825 O.G. 2). This action was taken after a careful study of 
the practice, including a recommendation of the Public Advisory 
Committee for Trademark Affairs that the Patent Office terminate 
accelerated prosecution of trademark applications. The study 
considered both the effect of the procedure on the workload of the 
Trademark Operations and the broader interest of examining 
trademark applications in an order which is equitable to all 
applicants. 

Since the termination of this practice, the Office has experienced 
some increase in the number of petitions requesting the Commis- 
sioner to invoke his supervisory authority pursuant to Rule 2.146 
in order to advance the examination of applications out of their 
regular order. This was to be expecied since applicants who might 
have been able to show special circumstances entitling them to 
advanced examination could previously achieve this special treat- 
ment without resorting to a petition. However, some of the 
petitions now being received are not considered sufficient to justify 
the extraordinary relief of invoking the supervisory authority of 
the Commissioner for the purpose of advancing the applications 
out of their regular order. 

In particular, a number of such petitions have been based on the 
ground that the applicant is about to embark on an advertising 
campaign or to commit advertising or promotional expenditures in 
which the mark applied for is material. Such a ground is not 
considered to constitute appropriate circumstances justifying the 
advancement of the application out of its regular turn and the 
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petitions based on such ground have been and will continue to be 
denied. The principal reason for the denial is that these circum- 
stances are applicable to a substantial portion of the trademark 
applications filed in the Patent Office. The supervisory authority of 
the Commissioner should be exercised only where an extraordi- 
nary reason for such action has been disclosed. See Anderson & 
Dyer v. Lewry, 89 O.G. 1861, 1899 C.D. 230, and Wilputte v. Van 
Ackeren, 103 USPQ 235. Thus, the extraordinary remedy of 
invoking the supervisory authority of the Commissioner is not 
considered appropriate under these circumstances. 

In the interest of equitable treatment of all applicants, the policy 
of the Office in granting such petitions will be restricted to those 
cases in which particular and very special circumstances exist, 
such as a demonstrable possibility of loss of substantial rights, 
rather than circumstances which would be equally applicable to a 
large number of other applicants for trademark registration. 

Mar. 13, 1972 ROBERT GOTTSCHALK 
Commissioner of Patents 
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Post Registration: Changes to 
Requirements for Maintaining 
Trademark Registrations 


Effective: October 30, 1999 


This notice discusses changes to the requirements for maintaining 
trademark registrations, effective October 30, 1999. 


Contents 


1. Summary of Trademark Law Treaty Implementation Act 
Changes 
A. Requirements Prior to October 30, 1999 
B. Requirements on and After October 30, 1999 


Il. Effective Date and Transition 
A. Effective Date 
B. Transition 


Ill. Affidavit of Continued Use or Excusable Nonuse of Mark 
in Commerce under Section 8 
A. Requirements for Affidavit or Declaration of Continued 
Use or Excusable Nonuse 
B. Time for Filing Affidavit 
.. Fees 
D. Ownership, and Who May File Affidavit 
E. Execution of Affidavit or Declaration 
F. Goods and/or Services Set Forth in Affidavit or Declara 
tion 
G. Use in Commerce 
H. Specimen Showing Current Use of Mark in Commerce 
1. Nonuse of Mark 
J. Designation of Domestic Representative 
K. Response to Office Action 
L. Correction of Deficiencies 
M. Petition to Commissioner 


IV. Renewal of Registration 
A. Requirements for Renewal 
B. Time for Filing Application for Renewal 
C. Fees 
D. Ownership 
E. Execution of Renewal Application 
F. Designation of Domestic Representative 
G. Goods and/or Services Set Forth in Application for 
Renewal 
H. Use in Commerce or Excusable Nonuse 
1. Specimens 
J. Notice of Renewal 
K. Response to Office Action 
L. Correction of Deficiencies 
M. Petition to Commissioner 
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V. Affidavit or Declaration of Incontestability Under Section 
15 
A. Type of Commerce No Longer Required 
B. Persons Who May Sign Affidavit or Declaration 


VI. Combined Filings 
A. Section 8 Affidavit Combined with Section 9 Renewal 
Application 
B. Combining Section 8 Affidavit With Section 15 Affidavit 


Vil. Signature of Requests to Amend, Correct, or Surrender a 
Registration 


VIII. Updating Automated Records to Show the Status of Regis 
trations 


I. SUMMARY OF TRADEMARK LAW TREATY IMPLE- 
MENTATION ACT CHANGES 


The Trademark Law Treaty Implementation Act of 1998 (TLTIA), 
Pub. L. No. 105-330, 112 Stat. 3064 (15 U.S.C. 1051), changed the 
requirements for filing affidavits or declarations of continued use 
or excusable nonuse under 8 of the Act ( 8 affidavits), 15 U.S.C. 
1058, and renewal applications under 9 of the Act, 15 U.S.C. 1059, 
effective October 30, 1999. 


A. Requirements Prior to October 30, 1999 


Prior to October 30, 1999, 8 affidavits were required between the 
fifth and sixth year after the date of registration or publication 
under §12(c) of the Act, 15 U.S.C. §1062(c). No further affidavits 
were required under 8 of the Act. There was no grace period for 
filing a 8 affidavit, and there were certain requirements that had to 
be satisfied before the expiration of the statutory deadline to avoid 
cancellation of the registration. The registrant was required to 
specify the type of commerce in which the mark was in use. 
Renewal applications under §9 of the Act were required to be filed 
within six months before the expiration date of a registration, or 
within a three-month grace period thereafter upon payment of an 
additional fee. There were certain requirements that had to be met 
before the end of the grace period, or the registration would expire. 
Section 9 of the Act required that the renewal application include 
an affidavit or declaration of use of the mark in commerce or 
excusable nonuse, and a specimen of use for each class of goods 
or services. 


B. Requirements on and After October 30, 1999 


TLTIA amended §8 of the Act to: (1) add a six-month grace period 
for filing a §8 affidavit with a grace period surcharge; (2) require 
a §8 affidavit in the year before the end of every ten-year period 
after the date of registration, or within the grace period; (3) clarify 
that the current owner of the mark must file the §8 affidavit; and (4) 
provide for a period in which a deficient §8 affidavit may be 
corrected, upon payment of a deficiency surcharge. A §8 affidavit 
is still required between the fifth and sixth year after the date of 
registration, or within the six-month grace period. The Trademark 
Rules of Practice were amended to delete the requirement to 
specify the type of commerce in which the mark is in use. 


TLTIA amended §9 of the Act to: (1) extend the three-month grace 
period to six months; (2) extend the time for filing the renewal 
application from six months to twelve months before expiration of 
the registration; (3) remove the requirement for a declaration of 
continued use in commerce or excusable nonuse, and for a 
specimen of use, in a renewal application; and (4) provide for a 
period in which a deficient renewal application may be corrected, 
upon payment of a deficiency surcharge. No renewal application is 
required during the sixth year. 


Accordingly, both a §8 affidavit and a §9 renewal application must 
be filed within the year before the expiration date of the registra- 
tion, or within the six-month grace period. In substance, except as 
noted above, the requirements of the combined filing under 
amended §§8 and 9 of the Act will be the same as the requirements 
for renewal applications filed before October 30, 1999. 
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The statutory filing periods for the ten-year §8 affidavits are the 
same as the statutory filing periods for renewal applications. A §8 
affidavit and renewal application may be combined in a single 
document. See §VI(A) of this Notice. Most deficiencies can be 
cured after expiration of the deadlines set forth in §§8 and 9 of the 
Act, upon payment of an additional deficiency surcharge. See 
§§II(L) and IV(L) of this Notice for information about the 
procedures, deadlines, and fees for correcting deficiencies 


TLTIA does not change the duration of a registration. See TMEP 
$1601 regarding the duration of a registration. 


ll. EFFECTIVE DATE AND TRANSITION 


The effective date of TLTIA and the changes to the Trademark 
Rules of Practice is October 30, 1999. 


A. Effective Date 
1. Section 8 Affidavits 


Under TLTIA §109%c), 112 Stat. 3069, the amended provisions of 
§8 of the Act, 15 U.S.C. §1058, apply to “the filing of an affidavit 
if the sixth or tenth anniversary of the registration, or the sixth 
anniversary of publication of the registration under 12(c) of the 
Trademark Act of 1946 for which the affidavit is filed is on or after 
{October 30, 1999].” The new law does not apply to a §8 affidavit 
due before October 30, 1999, even if the affidavit is not examined 
until after October 30, 1999. For example, if a registration issued 
on October 29, 1993, the registrant must meet the statutory 
requirements of §8 of the Act on or before October 29, 1999. The 
registrant cannot take advantage of the six-month grace period, or 
the deficiency period, provided under the new law. The provisions 
of §8(a)(3) of the Act, requiring the filing of a §8 affidavit at the 
end of each successive ten-year period after registration, do not 
apply to a registration issued or renewed for a twenty-year term 
(i.e., a registration issued or renewed before November 16, 1989) 
until a renewal application is due. See §11(B)(3) of this Notice 


2. Renewal Applications 


Under TLTIA §109(d), 112 Stat. 3069, the amended provisions of 
§9 of the Act, 15 U.S.C. §1059, apply to “the filing of an 
application for renewal of a registration if the expiration date of 
the registration for which the renewal application 1s filed is on or 
after [October 30, 1999].” 


The revised provisions of §9 of the Act do not apply to applica- 
tions for renewal of registrations that expire before October 30, 
1999, even if the applications are filed or examined after October 
30, 1999. For example, if a registration expires on October 29, 
1999, the registrant may file a renewal application within six 
months preceding that date, or within the three-month grace period 
provided under the old law, ie., up through January 29, 2000 
Neither the new six-month grace period, nor the deficiency period, 
applies to registrations with expiration dates prior to October 30, 
1999. 


B. Transition 


1. Section 8 Affidavits Filed Before October 30, 1999, Where the 
Sixth Year Expires After October 30, 1999 


The revised provisions of §8 of the Trademark Act apply to the 
filing of an affidavit of continued use or excusable nonuse under §8 
of the Act if: (1) the sixth or any tenth anniversary of registration, 
or the sixth anniversary of publication under §12(c) of the Act, is 
on or after October 30, 1999; and (2) the affidavit is filed on or 
after October 30, 1999 


Because TLTIA §109%(c), 112 Stat. 3069, states that the amended 
provisions of $8 of the Act apply only to “the filing” of an affidavit 
if the sixth (or any tenth) anniversary of the registration, or the 
sixth anniversary of the date of publication under §12(c) of the 
Act, is on or after October 30, 1999, the Office will apply the 
revised provisions of §8 of the Act only to §8 affidavits filed on or 
after October 30, 1999. The old law will apply to §8 affidavits filed 
before October 30, 1999, even if the sixth anniversary ts on or after 
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October 30, 1999. This will assist in avoiding confusion and in 
providing assurance to registrants and attorneys who need to know 
which law will apply before papers are prepared and filed 


If a §8 affidavit is timely filed before October 30, 1999, for a 
registration whose sixth anniversary is on or after October 30, 
1999, and found to be deficient, it is possible that no time will 
remain in the statutory period during which defects could be cured 
under the old law. In this situation, if there is time remaining in the 
new six-month grace period, the owner of the registration must file 
a complete new affidavit, with a specimen, filing fee, and grace 
period surcharge, in order to obtain the benefits of the TLTIA 
provisions for curing deficiencies 


If there is no time remaining in the new six-month grace period, 
the registration will be cancelled. 


Example: If the sixth year expires on November 5, 1999, and a 
§8 affidavit is filed October 15, 1999, without a specimen, the old 
law will apply. Under the old law, the registration must be 
cancelled if no specimen is filed before the end of the sixth year 
TMEP §1603.08. To gain the benefit of the TLTIA provisions for 
curing deficiencies, the owner of the registration must file a 
complete new §8 affidavit within six months after the expiration of 
the sixth year (i.e., on or before May 5, 2000), with a specimen, a 
new filing fee, and grace period surcharge 
2. Renewal Applications Filed Before October 30 
Registrations That Expire After October 30, 1999 


1999, for 


The revised provisions of §9 of the Trademark Act apply to the 
filing of a renewal application if: (1) the registration expires on or 
after October 30, 1999; and (2) the renewal application is filed on 
or after October 30, 1999 


Because TLTIA §109(d), 112 Stat. 3069, states that the amended 
provisions of §9 of the Act apply only to “the filing” of a renewal 
application if the expiration date of the registration is on or after 
October 30, 1999, the Office will apply the new law only to 
renewal applications filed on or after October 30, 1999. The old 
law will apply to renewal applications filed before October 30, 
1999. even if the registration expires on or after October 30, 1999. 


If a renewal application is timely filed betore October 30, 1999, for 
a registration that expires on or after October 30, 1999, and found 
to be deficient, it is possible that no time will remain in the 
three-month grace period during which defects could be cured 
under the old law. In this situation, if there is time remaining in the 
new six-month grace period, in order to obtain the benefits of the 
TLTIA provisions for curing deficiencies, the registrant must file 
(1) a complete new §9 renewal application, with a filing fee, and 
grace period surcharge; and (2) a complete §8 affidavit with a 
specimen, filing fee, and grace period surcharge. within six months 
after the expiration of the registration 


If there is no time remaining in the new six-month grace period, 
the registration will expire 


Example: If the registration expires on November 5, 1999. and 
a renewal application is filed October 15. 1999. without a 
specimen, the old law will apply. Under the old law, the registra 
tion will expire if the regisirant does not file a specimen (together 
with a grace period surcharge) before the end of the three-month 
grace period (i.e.. on or before February 5, 2000). TMEP 
$1605.06. To gain the benefit of the TLTIA provisions for curing 
deficiencies. the owner of the registration must submit: (1) a 
complete new §9 renewal application (with a filing fee and grace 
period surcharge). and (2) a complete new §8 affidavit (with a 
specimen. filing fee. and grace period surcharge), within six 
months after the expiration of the registration (1e.. on or before 
May 5, 2000) 


3. Registrations um Twe nty Year Terms 


The provisions of §8(a3) of the Act, requiring the filing of a §8 
affidavit at the end of each successive ten-year period after 
registration. do not apply to a registration issued or renewed for a 
twenty-year term (1e¢., a registration issued or renewed before 
November 16, 1989) until a renewal application is due 
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Example: If a registration was issued or renewed on November 
5, 1989, no §8 affidavit is due between November 5, 1998 and 
November 5, 1999. Section 8(a)(3) of the Act does not apply until 
the renewal application is due, i.e., between November 5, 2008 and 
November 5, 2009. 


Should the Office receive a §8 affidavit during the tenth year for a 
registration in a twenty-year term, the Office will refund the filing 
fee and notify the filer that the document will not be processed. 
The document will not be returned 


itl. AFFIDAVIT OF CONTINUED USE OR EXCUSABLE 
NONUSE OF MARK IN COMMERCE UNDER SECTION 8 


15 U.S.C. 1058. Duration. 


(a) Each registration shall remain in force for 10 years, except 
that the registration of any mark shall be canceled by the 
Commissioner for failure to comply with the provisions of subsec- 
tion (b) of this section, upon the expiration of the following time 
periods, as applicable: 


(1) For registrations issued pursuant to the provisions of this 
Act, at the end of 6 years following the date of registration. 


(2) For registrations published under the provisions of section 
12(c), at the end of 6 years following the date of publication under 
such section. 


(3) For all registrations, at the end of each successive 10-year 
period following the date of registration. 


(b) During the 1-year period immediately preceding the end of 
the applicable time period set forth in subsection (a), the owner of 
the registration shall pay the prescribed fee and file in the Patent 
and Trademark Office- 


(1) an affidavit setting forth those goods or services recited in 
the registration on or in connection with which the mark is in use 
in commerce and such number of specimens or facsimiles showing 
current use of the mark as may be required by the Commissioner; 
or 


(2) an affidavit setting forth those goods or services recited in 
the registration on or in connection with which the mark is not in 
use in commerce and showing that any such nonuse is due to 
special circumstances which excuse such nonuse and is not due to 
any intention to abandon the mark. 


(ch 1) The owner of the registration may make the submissions 
required under this section within a grace period of 6 months after 
the end of the applicable time period set forth in subsection (a). 
Such submission is required to be accompanied by a surcharge 
prescribed by the Commissioner. 


(2) If any submission filed under this section is deficient, the 
deficiency may be corrected after the statutory time period and 
within the time prescribed after notification of the deficiency. Such 
submission is required to be accompanied by a surcharge pre- 
scribed by the Commissioner. 


(d) Special notice of the requirement for affidavits under this 
section shall be attached to each certificate of registration and 
notice of publication under section 12(c). 


(e) The Commissioner shall notify any owner who files 1 of the 
affidavits required by this section of the Commissioner's accep- 
tance or refusal thereof and, in the case of a refusal, the reasons 
therefor. 


(f) If the registrant is not domiciled in the United States, the 
registrant shall designate by a written document filed in the Patent 
and Trademark Office the name and address of some person 
resident in the United States on whom may be served notices or 
process in proceedings affecting the mark. Such notices or process 
may be served upon the person so designated by leaving with that 
person or mailing to that person a copy thereof at the address 
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specified in the last designation so filed. If the person so desig- 
nated cannot be found at the address given in the last designation, 
such notice or process may be served upon the Commissioner. 


Under §8 of the Trademark Act, 15 U.S.C. §1058, the owner of the 
registration must file an affidavit or declaration of continued use or 
excusable nonuse within the following time periods, or the 
registration will be cancelled: 


(1) between the fifth and sixth year after the date of registration 
or date of publication under §12(c) of the Act; and 


(2) within the year before the end of every ten-year period after 
the date of registration. 


Section 8(a)(3) of the Act, 15 U.S.C. §1058(a)(3), requires an 
affidavit or declaration of continued use or excusable nonuse at the 
end of each successive ten-year period following the date of 
registration for all registrations, including registrations issued 
under the Acts of 1881, 1905 and 1920. However, this requirement 
does not apply to a registration issued or renewed for a twenty- 
year term (i.e., a registration issued or renewed before November 
16, 1989) until a renewal application is due. See §11(B)(3) of this 
Notice. 


A. Requirements for Affidavit or Declaration of Continued Use 
or Excusable Nonuse 


37 C.FER. §2.161. Requirements for a complete affidavit or 
declaration of continued use or excusable nonuse 


A complete affidavit or declaration under section 8 of the Act 
must: 


(a) Be filed by the owner within the period set forth in 
§2.1]60(a); 


(b) Include a statement that is signed and verified (sworn to) or 
supported by a declaration under §2.20 by a person properly 
authorized to sign on behalf of the owner, attesting to the 
continued use or excusable nonuse of the mark within the period 
set forth in section 8 of the Act. The verified statement must be 
executed on or after the beginning of the filing period specified in 
§2.160(a). A person who is properly authorized to sign on behalf 
of the owner is: 


(1) a person with legal authority to bind the owner; or 


2) a person with firsthand knowledge of the facts and actual or 
implied authority to act on behalf of the owner; or 


(3) an attorney as defined in §10.1(c) of this chapter who has an 
actual or implied written or verbal power of attorney from the 
owner. 


(c) Include the registration number; 


(d)(1) Include the fee required by §2.6 for each class of goods 
or services that the affidavit or declaration covers; 


(2) If the affidavit or declaration is filed during the grace period 
under section 8(c)(1) of the Act, include the late fee per class 
required by §2.6; 


(3) If at least one fee is submitted for a multi-class registration, 
but the class(es) to which the fee(s) should be applied are not 
specified, the Office will issue a notice requiring either the 
submission of additional fee(s) or an indication of the class(es) to 
which the original fee(s) should be applied. Additional fee(s) may 
be submitted if the requirements of §2.164 are met. If the required 
fee(s) are not submitted and the class(es) to which the original 
fee(s) should be applied are not specified, the Office will presume 
that the fee(s) cover the classes in ascending order, beginning with 
the lowest numbered class; 


(e)(1) Specify the goods or services for which the mark is in use 
in commerce, and/or the goods or services for which excusable 
nonuse is claimed under §2.161(f)(2);(2) If the affidavit or decla- 
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ration covers less than all the goods or services, or less than all 
the classes in the registration, specify the goods or services being 
deleted from the registration; 


(f)( 1} State that the registered mark is in use in commerce on or 
in connection with the goods or services in the registration; or 


(2) If the registered mark is not in use in commerce on or in 
connection with all the goods or services in the registration, set 
forth the date when use of the mark in commerce stopped and the 
approximate date when use is expected to resume; and recite facts 
to show that nonuse as to those goods or services is due to special 
circumstances that excuse the nonuse and is not due to an intention 
to abandon the mark. 


(g) Include a specimen showing current use of the mark for each 
class of goods or services, unless excusable nonuse is claimed 
under §2.161(f)(2). The specimen must: 


(1) Show the mark as actually used on or in connection with the 
goods or in the sale or advertising of the services. A photocopy or 
other reproduction of the specimen showing the mark as actually 
used is acceptable. However, a photocopy that merely reproduces 
the registration certificate is not a proper specimen; 


(2) Be flat and no larger than 8 1/2 inches (21.6 cm.) wide by 
11.69 inches (29.7 cm.) long. If a specimen exceeds these size 
requirements (a “bulky specimen”), the Office will create a 
facsimile of the specimen that meets the requirements of the rule 
(i.e., is flat and no larger than 8 1/2 inches (21.6 cm.) wide by 
11.69 inches (29.7 cm.) long) and put it in the file wrapper; 


(h) If the registrant is not domiciled in the United States, the 
registrant must list the name and address of a United States 
resident upon whom notices or process in proceedings affecting the 
registration may be served. 


B. Time for Filing Affidavit 


Under §8(a) of the Trademark Act, 15 U.S.C. §1058(a), the owner 
of the registration must file the affidavit or declaration of continued 
use or excusable nonuse: (1) at the end of six years after the date 
of registration or date of publication under §12(c) of the Act; and 
(2) at the end of every ten-year period after the date of registration 
See Trademark Rule 2.160(a), 37 C.F.R. §2.160(a). 


Section 8(b) of the Act, 15 U.S.C. §1058(b), provides that the 
owner may file the affidavit or declaration during the one year 
immediately preceding the deadline set forth in §8(a) of the Act. 


Under §8(c)(1) of the Act, 15 U.S.C. §1058(c)(1), the affidavit or 
declaration may be filed within a grace period of six months after 
the expiration of the deadline set forth in §8(a) of the Act, upon 
payment of an additional grace period surcharge. 


If the owner of the registration does not file an affidavit or 
declaration of continued use or excusable nonuse before the end of 
the grace period, the registration will be cancelled. 37 C.FR. 
§2.160(a) and 2.164(b). 


The affidavit cannot be filed before the period specified in §§8(a) 
and (b) of the Act. The purpose of the affidavit is to show that the 
mark is still in use in commerce within the relevant period, which 
cannot be done by an affidavit filed prior to that period. /n re 
Holland American Wafer Co., 737 F.2d 1015, 222 USPQ 273 (Fed. 
Cir. 1984). If an affidavit is filed before the period specified in 
§§8(a) and (b) of the Act, the Office will issue a notice advising the 
registrant that the affidavit is premature; of the appropriate time for 
filing the §8 affidavit; that the fee(s) submitted will be held; and 
that the registrant may file a new affidavit at the appropriate time 
or may request a refund at any time. There is no deficiency 
surcharge. The prematurely filed affidavit will be placed in the file. 
If a newly executed affidavit or declaration is not filed before the 
end of the grace period, the registration will be cancelled and the 
fees refunded. 
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C. Fees 
1. Filing Fee for Affidavit or Declaration 


Under §8(b) of the Trademark Act, 15 U.S.C. §1058(b), and 
Trademark Rule §2.161(d)(1), 37 C.F.R. 2.161(d)(1), an affidavit 
or declaration of continued use or excusable nonuse must include 
the fee required by §2.6 for each class of goods or services that the 
affidavit or declaration covers. 


2. Grace Period Surcharge 


If the affidavit or declaration is filed during the grace period under 
§8(c)(1) of the Act, it must include the grace period surcharge per 
class required by §2.6. 37 C.F.R. §2.161(d)(2). The grace period 
surcharge applies only where no filing was made between the fifth 
and sixth year after the date of registration or date of publication 
under §12(c) of the Act, or within the year before the end of any 
ten-year period after the date of registration. Someone who files 
within these periods, but corrects a deficiency after these periods 
have expired, will be subject to the deficiency surcharge only. On 
the other hand, someone who files during the grace period and 
cures deficiencies after expiration of the grace period will be 
subject to both the grace period surcharge (for the ability to file the 
affidavit during the grace period) and the deficiency surcharge (for 
the ability to correct a deficiency after the end of the grace period) 


Currently, the grace period surcharge is $100 per class. 
3. Deficiency Surcharge 


Section 8(c)(2) of the Trademark Act, 15 U.S.C. §1058(c)(2), 
requires a “deficiency surcharge” for correcting deficiencies after 
expiration of the deadlines specified in §8. See Trademark Rule 
2.164, 37 C.F.R. §2.164, and §III(L) of this Notice regarding the 
deadlines and fees for correcting deficiencies 


Only a single deficiency surcharge is required for correcting 
deficienc(ies) in a multi-class registration. Similarly, only a single 
deficiency surcharge is required to correct several deficiencies 
within one document. Currently, the deficiency surcharge is $100 


4. Processing Affidavit or Declaration Filed With Insufficient Fees 


An affidavit or declaration that does not include sufficient fees to 
cover the filing fee for all the classes to which the affidavit pertains 
(and the grace period surcharge, where applicable) is deficient. 
Deficiencies may be cured before expiration of the deadlines set 
forth in §8 of the Act for no fee, or after expiration of the deadlines 
set forth in §8 of the Act upon payment of the deficiency surcharge 
required by §8(c)(2) of the Act. See Trademark Rule 2.164, 37 
C.F.R. §2.164, and §INI(L) of this Notice for information about the 
procedures, deadlines, and fees for correcting deficiencies. 


If the affidavit or declaration is accompanied by insufficient fees to 
cover all the classes to which the affidavit pertains. and the 
affidavit or declaration included an authorization to charge defi- 
cient fees to a deposit account, the filing fee (and grace period 
surcharge, where applicable) will be charged to the deposit 
account. If the deposit account authorization is included with the 
affidavit or declaration as filed, and the deposit account has 
sufficient funds to cover the fee(s) in question, there is no fee 
deficiency and no deficiency surcharge is required. 


An authorization to charge fees to a deposit account with insuffi- 
cient funds to cover the fee is regarded as a deficiency. 


If a check submitted as payment of a filing fee for an affidavit of 
continued use or excusable nonuse is returned to the Office unpaid, 
this is also regarded as a deficiency. In addition to the deficiency 
surcharge (where applicable), there is a $50 fee for processing the 
returned check. 37 C.F.R. §1.21(m). 


If at least one fee is submitted for a multi-class registration, but the 
class(es) to which the fee(s) should be applied are not specified, 
the Post Registration paralegal will issue a notice requiring either 
the submission of additional fee(s) or an indication of the class(es) 
to which the original fee(s) should be applied. If the required fee(s) 
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are not submitted and the class(es) to which the original fee(s) 
should be applied are not specified, the Office will presume that the 
fee(s) cover the classes in ascending order, beginning with the 
lowest numbered class. 37 C.F.R. §2.161(d)(3). 


D. Ownership, and Who May File Affidavit 
1. Affidavit or Declaration Must be Filed by Owner 


The §8 affidavit must be filed by the owner of the registration. 
Filing by the owner is a minimum requirement that must be met 
before the expiration of the deadline set forth in §8(a) of the Act 
(i.e., before the end of the sixth year after the date of registration 
or publication under §12(c) of the Trademark Act, or before the 
end of every ten-year period after the date of registration), or 
within the six-month grace period under §8(c)(1) of the Act. 
Trademark Rule 2.164(b), 37 C.F.R. §2.164(b). 


If the affidavit or declaration was filed in the name of the wrong 
party, and there is time remaining in the filing period or grace 
period, the true owner must file a complete new affidavit or 
declaration, together with the filing fee per class required by §2.6, 
and a specimen of use for each class. If the substitute affidavit or 
declaration is filed during the grace period, the grace period 
surcharge per class must also be included with the substitute 
affidavit. 


If the affidavit or declaration was filed in the name of the wrong 
party, and there is no time remaining in the grace period, a 
substitute affidavit by the true owner cannot be accepted, even 
upon payment of a deficiency surcharge. The registration will be 
cancelled. 


The filing fee for an affidavit filed in the name of the wrong party 
will not be refunded. 


2. Establishing Ownership 


If the owner set forth in the affidavit is not the owner of record 
according to the records of the Assignment Division of the Office, 
continuity of title from the original registrant to the present owner 
must be shown. See TMEP §1603.05(a) regarding the procedures 
for establishing ownership. 


Evidence of ownership may be furnished even after expiration of 
the deadline set forth in §8 of the Act. If the party who filed the 
affidavit was the owner of the registration at the time of filing, 
there is no deficiency, and no deficiency surcharge is required. 


The procedures for establishing ownership also apply to changes 
of name and other changes of legal entity. 


The notification of acceptance of a §8 affidavit is issued in the 
name of the owner of record, as reflected in the records of the 
Assignment Division of the Office. TMEP §1603.05(c). 


3. Correction of Mistake in Setting Forth the Name of the Owner 


If the affidavit or declaration was filed in the name of an existing 
entity that did not own the mark as of the filing date, a substitute 
affidavit or declaration cannot be filed in the name of the true 
owner unless there is time remaining in the grace period set forth 
in §8 of the Act. See §III(D)(1) of this Notice. However, if there is 
no change of name or entity, but a mistake is made in setting out 
the name of the owner of the registration in the affidavit, the 
mistake can be corrected. Jn re Atlanta Blue Print Co., 19 USPQ2d 
1078 (Comm’r Pats. 1990). 


No deficiency surcharge will be required for correcting a clerical 
error in setting forth the name of the owner of the registration. 


E. Execution of Affidavit or Declaration 

1. Persons Who May Sign Affidavit or Declaration 

Trademark Rule 2.161(b), 37 C.F.R. §2.161(b), requires that the §8 
affidavit or declaration include a statement that is signed and 


verified (sworn to) or supported by a declaration under §2.20 by a 
person properly authorized to sign on behalf of the owner. A 
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“person who is properly authorized to sign on behalf of the owner” 
is: (1) a person with legal authority to bind the owner; or (2) a 
person with firsthand knowledge of the facts and actual or implied 
authority to act on behalf of the owner; or (3) an attorney as 
defined in 37 C.F.R. §10.1(c) who has an actual or implied written 
or verbal power of attorney from the owner. 


Generally, the Office no longer questions the authority of the 
person who signs a verification, unless there is an inconsistency in 
the record as to the signatory’s authority to sign. The owner of the 
registration and/or the owner’s attorney are in the best position to 
determine who has the knowledge and authority to sign a verifi- 
cation. 


2. Date of Execution of Affidavit or Declaration 


Under Trademark Rule 2.161(b), the verified statement must be 
executed on or after the beginning of the filing period specified in 
37 C.ER. §2.160(a), i.e., on or after the fifth anniversary of the 
date of registration or publication under §12(c), or on or after the 
beginning of each ten-year period after the date of registration. 
Because the purpose of the affidavit is to attest to the continued use 
or excusable nonuse of the mark within the time periods specified 
in §8 of the Act, the affidavit cannot be executed before these time 
periods begin. 


An affidavit filed within the period specified in §8 of the Act, but 
executed before that period, is deficient. The owner of the 
registration will be required to submit a substitute or supplemental 
affidavit or declaration attesting to use in commerce (or excusable 
nonuse) on or in connection with the goods or services within the 
relevant period specified in §8 of the Act. 


If the §8 affidavit was filed during the relevant period specified in 
§§8(a) and 8(b) of the Act (i.e., between the fifth and sixth year 
after the date of registration or publication under §12(c) of the 
Trademark Act, or within one year before the end of any ten-year 
period after the date of registration), the substitute affidavit may be 
filed before expiration of the relevant period for no fee, or after 
expiration of the relevant period upon payment of the deficiency 
surcharge required under §8(c)(2) of the Act. If the §8 affidavit was 
filed during the grace period, the substitute affidavit may be filed 
before expiration of the grace period for no fee, or after expiration 
of the grace period upon payment of the deficiency surcharge. See 
Trademark Rule 2.160(a), 37 C.F.R. §2.160(a), and §III(B) of this 
Notice regarding the deadlines for filing §8 affidavits. See also 
Trademark Rule 2.164, 37 C.F.R. §2.164, and §III(L) of this 
Notice for information about the procedures, deadlines, and fees 
for correcting deficiencies. 


F. Goods and/or Services Set Forth in Affidavit or Declaration 


1. Goods and/or Services Must be Specified or Expressly Incor- 
porated by Reference 


Sections 8(b)(1) and (2) of the Trademark Act, 15 U.S.C. 
§§1058(b)(1) and (2), and Trademark Rule 2.161(e)(1), 37 C_FR. 
§2.161(e)(1), require that the affidavit or declaration specify the 
goods or services recited in the registration on or in connection 
with which the mark is in use in commerce, and/or the goods or 
services for which nonuse is claimed. The affidavit or declaration 
may incorporate by reference the identification set forth in the 
registration certificate. Incorporation by reference is recom- 
mended. 


2. No Goods or Services Listed 


An affidavit or declaration that fails to list or incorporate by 
reference the goods or services in the registration is deficient. The 
owner must file a substitute or supplemental affidavit or declara- 
tion listing the goods or services, and stating that the mark was in 
use in commerce on or in connection with the goods or services 
during the relevant filing period specified in §8 of the Act. If the 
§8 affidavit was filed during the relevant period specified in §§8(a) 
and 8(b) of the Act (i.e., between the fifth and sixth year after the 
date of registration or publication under §12(c) of the Trademark 
Act, or within one year before the end of any ten-year period after 
the date of registration), the substitute affidavit may be filed before 
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expiration of the relevant period for no fee, or after expiration of 
the relevant period upon payment of the deficiency surcharge 
required under §8(c)(2) of the Act. If the §8 affidavit was filed 
during the grace period, the substitute affidavit may be filed before 
expiration of the grace period for no fee, or after expiration of the 
grace period upon payment of the deficiency surcharge. See 
Trademark Rule 2.160(a), 37 C.F.R. §2.160(a), and §III(B) of this 
Notice regarding the deadlines for filing §8 affidavits. See also 
Trademark Rule 2.164, 37 C.F.R. §2.164, and §III(L) of this 
Notice for information about the procedures, deadlines, and fees 
for correcting deficiencies. 


3. Failure to List All Goods or Services Recited in Registration 


An affidavit or declaration that fails to list or incorporate by 
reference all the goods or services to which the affidavit pertains is 
deficient 


If the affidavit or declaration covers less than all the goods or 
services listed in the registration, and the owner does not expressly 
indicate an intention to delete the goods or services, the Post 
Registration Section of the Office should confirm that the owner 
intends to delete the goods or services. If the owner did not intend 
to delete the goods, the owner may file a substitute or supplemental 
affidavit or declaration adding the omitted goods or services, 
provided that the owner verifies that the mark was in use in 
commerce on or in connection with the goods or services during 
the relevant filing period specified in §8 of the Act. This substitute 
affidavit may be filed before expiration of the relevant deadline set 
forth in §8 of the Act for no fee, or after expiration of the deadline 
set forth in §8 of the Act upon payment of the deficiency surcharge 
required by §8(c)(2) of the Act. See Trademark Rule 2.164, 37 
C.ER. §2.164, and §III(L) of this Notice for information about the 
procedures, deadlines, and fees for correcting deficiencies. 


If the owner does not file a substitute or supplemental affidavit or 
declaration that the mark was in use in commerce on or in 
connection with the omitted goods or services during the relevant 
filing period specified in §8 of the Act, the omitted goods or 
services will be deleted from the registration, and the registration 
will be deemed cancelled as to those items. 


4. Deletion of Goods 


If the owner of the registration intends to delete goods from the 
registration, this should be expressly stated in the affidavit or 
declaration. Trademark Rule 2.161(e)(2), 37 C.F.R. §2.161(e)(2). 
This will avoid an unnecessary inquiry by the paralegal as to 
whether the owner intends to delete the goods or services from the 
registration. 


5. New Goods or Services Cannot be Added 


Goods or services that are not listed in the registration should not 
be set forth in the §8 affidavit. If goods or services not listed in the 
registration are set forth in the affidavit, the Post Registration 
Section of the Office will notify the registrant that these items may 
not be added. 


G. Use in Commerce 


The §8 affidavit must state that the mark is in use in commerce on 
or in connection with the goods or services listed in the registra- 
tion, unless excusable nonuse is claimed. 37 C.F.R. §2.161(f)(1). 
The §8 affidavit need not specify the type of commerce (e.g., 
interstate) in which the mark is used. 


A §8 affidavit that does not state that the mark is in use in 
commerce is deficient. The owner must submit a substitute 
affidavit or declaration stating that the mark was in use in 
commerce on or in connection with the goods or services listed in 
the registration during the relevant period specified in §8 of the 
Act, as follows: 


(1) If the §8 affidavit was filed between the fifth and sixth year 
after the date of registration or publication under §12(c) of the Act, 
the substitute affidavit must state that the mark was in use in 
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commerce on or in connection with the goods or services before 
the expiration of the sixth year after the date of registration or 
publication under §12(c); or 


(2) If the §8 affidavit was filed within one year before the end of 
any ten-year period after the date of registration, the substitute 
affidavit must state that the mark was in use in commerce on or in 
connection with the goods or services within one year before the 
end of the ten-year period after the date of registration; or 


(3) If the §8 affidavit was filed during the grace period, the 
substitute affidavit must state that the mark was in use in 
commerce on or in connection with the goods or services before 
the expiration of the grace period. 


If the §8 affidavit was filed during the relevant period specified in 
§§8(a) and 8(b) of the Act (i.e., between the fifth and sixth year 
after the date of registration or publication under §12(c) of the 
Trademark Act, or within one year before the end of any ten-year 
period after the date of registration), the substitute affidavit may be 
filed before expiration of the relevant period for no fee, or after 
expiration of the relevant period upon payment of the deficiency 
surcharge required under §8(c)(2) of the Act. If the §8 affidavit was 
filed during the grace period, the substitute affidavit may be filed 
before expiration of the grace period for no fee, or after expiration 
of the grace period upon payment of the deficiency surcharge. See 
Trademark Rule 2.160(a), 37 C.F.R. §2.160(a), and §III(B) of this 
Notice regarding the deadlines for filing §8 affidavits. See also 
Trademark Rule 2.164, 37 C.F.R. §2.164, and §III(L) of this 
Notice for information about the procedures, deadlines, and fees 
for correcting deficiencies. 


If the substitute affidavit does not state that the mark was in use in 
commerce on or in connection with the goods or services within 
the period specified in §8 of the Act, the §8 affidavit will not be 
accepted, and the registration will be cancelled. While a substitute 
affidavit may be filed after the expiration of the period specified in 
§8 of the Act, §8 clearly requires that the substitute affidavit attest 
to use within the time period specified in §8 of the Act. 


H. Specimen Showing Current Use of Mark in Commerce 
1. Specimen for Each Class Required 


An affidavit or declaration of continued use must include a 
specimen or facsimile showing current use of the mark for each 
class of goods or services, unless excusable nonuse is claimed. 
Sections 8(b)(1) and (2) of the Trademark Act, 15 U.S.C. 
§§1058(b)(1) and (2); Trademark Rule 2.161(g), 37 C.FR. 
§2.161(g). 


The specimen must show use of essentially the same mark as the 
mark shown in the registration on or in connection with the goods 
or services listed in the registration. See TMEP §§1603.08 and 
1603.10. 


An affidavit or declaration that does not include an acceptable 
specimen for each class of goods or services to which the affidavit 
pertains is deficient. The owner must file substitute specimen(s), 
together with an affidavit or declaration that the substitute speci- 
men(s) was in use in commerce on or in connection with the goods 
or services during the relevant period specified in §8 of the Act. 
See §§III(H)(2) below regarding the filing of substitute speci- 
men(s). 


Under Trademark Rule 2.161(g)(2), 37 C.F.R. §2.161(g)(2), the 
specimen must be flat and no larger than 8 1/2 inches (21.6 cm.) 
wide by 11.69 inches (29.7 cm.) long. If a specimen exceeds these 
size requirements, the Office will create a facsimile of the 
specimen that meets the requirements of the rule (i.e., is flat and no 
larger than 8 1/2 inches wide by 11.69 inches long) and put it in the 
file wrapper. 


2. Substitute Specimen(s) 


If a specimen for any class is omitted or is deficient, the owner 
must file substitute specimen(s), together with an affidavit or 
declaration that the substitute specimen(s) was in use in commerce 
on or in connection with the goods or services during the relevant 
period specified in §8 of the Act, as follows: 
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(1) If the §8 affidavit was filed between the fifth and sixth year 
after the date of registration or publication under §12(c) of the Act, 
the affidavit supporting use of the substitute specimens must state 
that the substitute specimen(s) was in use in commerce before the 
expiration of the sixth year after the date of registration or 
publication under §12(c), if accurate; or 


(2) If the §8 affidavit was filed within one year before the end of 
any ten-year period after the date of registration, the affidavit 
supporting use of the substitute specimens must state that the 
substitute specimen(s) was in use in commerce within one year 
before the end of the ten-year period after the date of registration, 
if accurate; or 


(3) If the §8 affidavit was filed during the grace period, the 
affidavit supporting use of the substitute specimens must state that 
the substitute specimen(s) was in use in commerce before the 
expiration of the grace period, if accurate. 


If the §8 affidavit was filed during the relevant period specified in 
§§8(a) and 8(b) of the Act (i.e., between the fifth and sixth year 
after the date of registration or publication under §12(c) of the 
Trademark Act, or within one year before the end of any ten-year 
period after the date of registration), the substitute specimen(s) 
may be filed before expiration of the relevant period for no fee, or 
after expiration of the relevant period upon payment of the 
deficiency surcharge required under §8(c)(2) of the Act. If the §8 
affidavit was filed during the grace period, the substitute speci- 
men(s) may be filed before expiration of the grace period for no 
fee, or after expiration of the grace period upon payment of the 
deficiency surcharge. See Trademark Rule 2.160(a), 37 C.F.R. 
§2.160(a), and §III(B) of this Notice regarding the deadlines for 
filing §8 affidavits. See also Trademark Rule 2.164, 37 C.FR. 
§2.164, and §III(L) of this Notice for information about the 
procedures, deadlines, and fees for correcting deficiencies. 


If the affidavit supporting the substitute specimen(s) does not state 
that the specimen(s) was in use in commerce prior to the end of the 
period specified in §8 of the Act, the §8 affidavit will not be 
accepted, and the registration will be cancelled as to any class for 
which a proper specimen was not provided. While a substitute 
specimen and supporting affidavit may be filed after the expiration 
of the period specified in §8 of the Act, §8 clearly requires that the 
substitute affidavit attest to use of the specimen within the time 
period specified in §8 of the Act. 


I. Nonuse of Mark 


Under Trademark Rule 2.161(f)(2), 37 C.F.R. §2.161(f)(2), an 
affidavit or declaration claiming excusable nonuse must recite facts 
and circumstances that clearly demonstrate that nonuse is due to 
special circumstances beyond the owner's control that excuse the 
nonuse, and is not due to any intention to abandon the mark. See 
TMEP §1603.09 and cases cited therein for further information 
about affidavits claiming excusable nonuse. 


The affidavit or declaration must state when use in commerce 
stopped and give the approximate date when use is expected to 
resume. It must also specify the reason for nonuse, the steps being 
taken to put the mark back in use in commerce, and any other 
pertinent facts. 


The determination of whether the nonuse is excusable is made by 
the Post Registration paralegal. If the paralegal holds that the facts 
set forth do not show excusable nonuse, the owner may file 
supplementary evidence or explanation. If the affidavit included a 
showing of nonuse when filed, no deficiency surcharge will be 
required for supplementing this showing. 


J. Designation of Domestic Representative 


Under §8(f) of the Trademark Act, 15 U.S.C. §1058(f), and 
Trademark Rule 2.161(h), 37 C.F.R. §2.161(h), if the owner of the 
registration is not domiciled in the United States, the affidavit or 
declaration must include the name and address of a United States 
resident upon whom notices or process in proceedings affecting the 
registration may be served. See TMEP §604. 
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An affidavit or declaration that does not designate a domestic 
representative is deficient. This deficiency can be cured before 
expiration of the relevant deadline set forth in §8 of the Act for no 
fee, or after expiration of the relevant deadline upon payment of 
the deficiency surcharge required by §8(c)(2) of the Act. See 
Trademark Rule 2.164, 37 C.F.R. §2.164, and §III(L) of this 
Notice for information about the procedures, deadlines, and fees 
for correcting deficiencies. 


K. Response to Office Action 


Upon examination, the Office will issue a notice as to whether an 
affidavit or declaration is acceptable, or of the reasons for refusal. 
Under Trademark Rule 2.163(b), 37 C.F.R. §2.163(b), a response 
to a refusal must be filed within six months of the mailing date of 
the Office Action, or before the end of the relevant filing period set 
forth in 8 of the Act, whichever is later. If no response is received 
within that time, the registration will be cancelled. 


If the §8 affidavit was filed by the owner of the registration during 
the relevant period specified in §§8(a) and &(b) of the Act (i.e., 
between the fifth and sixth year after the date of registration or 
publication under §12(c) of the Trademark Act, or within one year 
before the end of any ten-year period after the date of registration), 
the owner may correct deficiencies before expiration of the 
relevant deadline set forth in §8 of the Act for no fee, or after 
expiration of the deadline set forth in §8 of the Act upon payment 
of the deficiency surcharge required by §8(c)(2) of the Act. If the 
§8 affidavit was filed during the grace period, the owner may 
correct deficiencies before expiration of the grace period for no 
fee, or after expiration of the grace period upon payment of the 
deficiency surcharge. See Trademark Rule 2.164, 37 C.FR. 
§2.164, and §IIK(L) of this Notice for information about the 
procedures, deadlines, and fees for correcting deficiencies. 


The registration will be cancelled if an affidavit or declaration of 
continued use or excusable nonuse is not filed before expiration of 
the grace period set forth in §8(c)(1) of the Act, or if the affidavit 
or declaration is filed by someone other than the current owner of 
the registration. These deficiencies cannot be cured. See 37 C.F.R. 
§2.164(b) and §III(L)(3) of this Notice. 


L. Correction of Deficiencies 


Trademark Rule 2.164, 37 C.F.R. §2.164, provides for correction 
of deficiencies in an affidavit or declaration of continued use or 
excusable nonuse. 


1. Correcting Deficiencies in Affidavits or Declarations Timely 
Filed Within the Periods Set Forth in Sections 8(a) and 8(b) of the 
Act 


If the owner of the registration timely files the affidavit or 
declaration during the periods set forth in §§8(a) and 8(b) of the 
Act (i.e., between the fifth and sixth year after the date of 
registration or publication under §12(c) of the Trademark Act, or 
within one year before the end of any ten-year period after the date 
of registration), deficiencies may be corrected within the relevant 
period without paying a deficiency surcharge. Deficiencies may be 
corrected after the expiration of the relevant period, with payment 
of the deficiency surcharge required by §8(c)(2) of the Act. 
Trademark Rule 2.164(a)(1), 37 C.F.R. §2.164(a)(1). 


The deficienc(ies) must be cured within the set period for response 
to the Office Action, i.e., within six months of the mailing date of 
the action, or before the end of the relevant filing period set forth 
in §8 of the Act, whichever is later. Trademark Rule 2.163(b), 37 
C.FR. §2.163(b) 

2. Correcting Deficiencies in Affidavits or Declarations Filed 
During the Grace Period 


If the owner of the registration files the affidavit or declaration 
during the six-month grace period under §8(c)(1) of the Act, 
deficiencies may be corrected before the expiration of the grace 
period without paying a deficiency surcharge, or after the expira- 
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tion of the grace period upon payment of the deficiency surcharge 
required by §8(c)(2) of the Act. Trademark Rule 2.164(a)(2), 37 
C.F.R. §2.164(a)(2). 


The deficienc(ies) must be cured within six months of the mailing 
date of the Office action. Trademark Rule 2.163(b), 37 C.F.R. 
§2.163(b). 


3. Defects That Cannot be Cured After Expiration of Grace Period 


The registration will be cancelled if an affidavit or declaration of 
continued use or excusable nonuse is not filed before expiration of 
the grace period set forth in §8(c)(i) of the Act, or if the affidavit 
or declaration is filed by someone other than the current owner of 
the registration. These defects cannot be cured unless there is time 
remaining in the grace period. Trademark Rule 2.164(b), 37 C.F.R. 
§2.164(b). 


M. Petition to Commissioner 


The owner may petition the Commissioner to review the Post 
Registration paralegal’s action on a §8 affidavit under 37 C.F.R. 
§§2.146(a)(2) and 2.165(b). The petition must be filed within six 
months of the mailing date of the action. A petition fee is required 
by 37 C.F.R. §§2.6 and 2.146(c). 


A response to the paralegal’s initial refusal to accept an affidavit or 
declaration is required before filing a petition to the Commissioner, 
unless the paralegal directs otherwise. Trademark Rule 2.165(a), 
37 C.F.R. §2.165(a). 


Under Trademark Rule 2.146(j), 37 C.F.R. §2.146(j), if the 
Commissioner denies a petition, the petitioner may file a request 
for reconsideration within two months of the mailing date of the 
decision denying the petition. A second petition fee must be paid 
with the request for reconsideration. 


IV. RENEWAL OF REGISTRATION 
15 U.S.C. 1059. Renewal. 


(a) Subject to the provisions of section 8, each registration may 
be renewed for periods of 10 years at the end of each successive 


10-year period following the date of registration upon payment of 


the prescribed fee and the filing of a written application, in such 
form as may be prescribed by the Commissioner. Such application 
may be made at any time within 1 year before the end of each 
successive 10-year period for which the registration was issued or 
renewed, or it may be made within a grace period of 6 months after 
the end of each successive 10-year period, upon payment of a fee 
and surcharge prescribed therefor. If any application filed under 
this section is deficient, the deficiency may be corrected within the 
time prescribed after notification of the deficiency, upon payment 
of a surcharge prescribed therefor. 


(b) If the Commissioner refuses to renew the registration, the 
Commissioner shall notify the registrant of the Commissioner's 
refusal and the reasons therefor. 


(c) If the registrant is not domiciled in the United States, the 
registrant shall designate by a written document filed in the Patent 
and Trademark Office the name and address of some person 
resident in the United States on whom may be served notices or 
process in proceedings affecting the mark. Such notices or process 
may be served upon the person so designated by leaving with that 
person or mailing to that person a copy thereof at the address 
specified in the last designation so filed. If the person so desig- 
nated cannot be found at the address given in the last designation, 
such notice or process may be served upon the Commissioner. 


A. Requirements for Renewal 


37 C.F-R. §2.183 Requirements for a complete renewal applica- 
tion. 


4 complete renewal application must include: 


(a) A request for renewal of the registration, signed by the 
registrant or the registrant's representative; 
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(b) The fee required by §2.6 for each class; 


(c} The additional fee required by §2.6 for each class if the 
renewal application is filed during the six-month grace period set 
forth in section 9a) of the Act; 


(d) If the registrant is not domiciled in the United States, the 
name and address of a United States resident on whom notices or 
process in proceedings affecting the registration may be served; 
and 


(e) If the renewal application covers less than all the goods or 
services in the registration, a list of the particular goods or 
services to be renewed. 


(f) If at least one fee is submitted for a multi-class registration, 
but the class(es) to which the fee(s) should be applied are not 
specified, the Office will issue a notice requiring either the 
submission of additional fee(s) or an indication of the class(es) to 
which the original fee(s) should be applied. Additional fee(s) may 
be submitted if the requirements of §2.185 are met. If the required 
fee(s) are not submitted and the class(es) to which the original 
fee(s) should be applied are not specified, the Office will presume 
that the fee(s) cover the classes in ascending order, beginning with 
the lowest numbered class. 


B. Time for Filing Application for Renewal 


The application for renewal may be filed within one year before 
the expiration of the registration. There is a grace period of six 
months after the expiration of a registration during which a 
renewal application may be filed with payment of an additional 
grace period surcharge. If no renewal application is filed before the 
end of the grace period, the registration will expire. 15 U.S.C. 
§1059(a); 37 C.F.R. §2.182. 


The renewal application may not be filed before the period 
specified in §9 of the Act. If an application for renewal is filed 
more than one year before the expiration date of the registration, 
the Office will advise the registrant that the renewal application is 
premature; of the appropriate time period for filing a renewal 
application; that the fees submitted will be held; and that the 
registrant may file a new application at the appropriate time or may 
request a refund at any time. The prematurely filed renewal 
application will be placed in the file. If a timely renewal applica- 
tion is not filed before the end of the grace period, the registration 
will be deemed expired and the fees refunded. There is no 
deficiency surcharge for filing a timely substitute renewal appli- 
cation. 


C. Fees 
1. Fee for Filing Application for Renewal 


Under §9(a) of the Trademark Act, 15 U.S.C. §1059(a), and 
Trademark Rule 2.183(b), 37 C.F.R. §2.183(b), a renewal appli- 
cation must include the fee required by §2.6 for each class of 
goods or services for which renewal is sought. 


2. Grace Period Surcharge 


Under §9(a) of the Trademark Act, 15 U.S.C. §1059(a), and 
Trademark Rules 2.6 and 2.183(c), 37 C.F.R. §§2.6 and 2.183(c), 
if the renewal application is filed during the six-month grace 
period following expiration of the registration, there is an addi- 
tional grace period surcharge for each class for which renewal is 
sought. 


The grace period surcharge applies only if no filing was made 
within the year before the expiration of the registration. Someone 
who files within one year before the expiration of the registration, 
but corrects a deficiency after expiration of the registration, will be 
subject to the deficiency surcharge only. On the other hand, 
someone who files during the grace period and cures a deficiency 
after expiration of the grace period will be subject to both the grace 
period surcharge (for the ability to file the renewal application 
during the grace period) and the deficiency surcharge (for the 
ability to correct a deficiency after the end of the grace period). 
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Currently, the grace period surcharge is $100 per class. 
3. Deficiency Surcharge 


Under §9(a) of the Trademark Act, 15 U.S.C. §1059(a), a “defi- 
ciency surcharge” is required for correcting a deficiency after 
expiration of the relevant deadline specified in §9 of the Act. If the 
renewal application is filed within one year before the expiration 
of the registration, a deficiency surcharge is required for correcting 
deficiencies after expiration of the registration. If the renewal 
application is filed during the grace period, a deficiency surcharge 
is required for correcting deficiencies after expiration of the grace 
period. See Trademark Rule 2.185, 37 C.F.R. §2.185, and §1V(L) 
of this Notice for further information regarding the procedures, 
deadlines and fees for correcting deficiencies. 


Only a single deficiency surcharge is required for correcting 
deficienc(ies) in a multi-class registration. Similarly, only a single 
deficiency surcharge is required to correct several deficiencies 
within one document. Currently, the deficiency surcharge is $100. 


4. Processing Renewal Application Filed With Insufficient Fees 


A renewal application that does not include sufficient fees to cover 
the filing fee for all the classes to which the application pertains 
(and the grace period surcharge, where applicable) is deficient. If 
the renewal application is filed within one year before the 
expiration of the registration, the deficiency may be corrected 
before expiration of the registration for no fee, or after expiration 
of the registration upon payment of the deficiency surcharge 
required by §9(a) of the Act. If the renewal application is filed 
during the grace period, the deficiency may be corrected before 
expiration of the grace period for no fee, or after expiration of the 
grace period upon payment of the deficiency surcharge required by 
§9(a) of the Act. See Trademark Rule 2.185, 37 C.F.R. §2.185, and 
§IV(L) of this Notice for information about the procedures, 
deadlines and fees for correcting deficiencies. 


If the renewal application is accompanied by insufficient fees to 
cover all the classes to which the renewal application pertains, and 
the renewal application includes an authorization to charge addi- 
tional fees to a deposit account, the filing fee (and grace period 
surcharge, where applicable) will be charged to the deposit 
account. If the deposit account authorization is included with the 
renewal application as filed, and the deposit account has sufficient 
funds to cover the fee(s) in question, there is no fee deficiency and 
no deficiency surcharge is required. 


An authorization to charge fees to a deposit account with insuffi- 
cient funds to cover the fee is regarded as a deficiency. 


If a check submitted as payment of a filing fee for a renewal 
application is returned to the Office unpaid, this is also regarded as 
a deficiency. In addition to the deficiency surcharge (where 
applicable), there is a $50 fee for processing the returned check. 37 
C.ER. §1.21(m). 


If at least one fee is submitted for a multi-class registration, but the 
class(es) to which the fee(s) should be applied are not specified, 
the Post Registration paralegal will issue a notice requiring either 
the submission of additional fee(s) or an indication of the class(es) 
to which the original fee(s) should be applied. If the required fee(s) 
are not submitted and the class(es) to which the original fee(s) 
should be applied are not specified, the Office will presume that the 
fee(s) cover the classes in ascending order, beginning with the 
lowest numbered class. 37 C.F.R. §2.183(f). 


D. Ownership 


Section 9 of the Trademark Act, 15 U.S.C. §1059, and the 
Trademark Rules of Practice, no longer require that a renewal 
application be filed by the owner of the registration. 


Therefore, if the renewal applicant is not the owner of record, the 
Office will no longer require that the renewal applicant show 
continuity of title from the original registrant before granting 
renewal. 
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However, registrations will be renewed in the name of the party 
who is the owner of record of the registration, according to the 
TRAM (Trademark Reporting and Monitoring) System. The 
registration will be renewed in the name of the new owner only if 
the owner: (1) records an assignment or other document evidenc- 
ing change of title with the Assignment Division of the Office: and 
(2) notifies the Post Registration Section of the Office at the time 
the renewal application is filed that the document has been 
recorded with the Assi; ment Division. 


E. Execution of Renewal Application 


Trademark Rule 2.183(a), 37 C.F.R. §2.183(a), requires that a 
renewal application be signed by “the registrant or the registrant’s 
representative.” Verification is not required. 


Generally, the Office no longer questions the authority of the 
person who signs a renewal application, unless there is an 
inconsistency in the record as to the signatory’s authority to sign. 
The renewal applicant and/or the renewal applicant’s attorney are 
in the best position to determine who is the proper party to sign a 
renewal application. Section 9 of the Act, 15 U.S.C. 1059, and the 
Trademark Rules of Practice, no longer require that a renewal 
application be executed within any particular time period. There- 
fore, the Office will accept undated renewal applications, and 
renewal applications with a “stale” date of execution. 


F. Designation of Domestic Representative 


Under §9(c) of the Trademark Act, 15 U.S.C. §1059(c), and 
Trademark Rule 2.183(d), 37 C.F.R. §2.183(d), a renewal appli- 
cant who is not domiciled in the United States must set forth the 
name and address of a United States resident upon whom notices 
or process in proceedings affecting the registration may be served. 
See TMEP §604. 


A renewal application that does not designate a domestic repre- 
sentative is deficient. If the renewal application was filed within 
one year before the expiration of the registration, the designation 
of domestic representative can be filed before expiration of the 
registration for no fee, or after expiration of the registration upon 
payment of the deficiency surcharge required by §9(a) of the Act. 
If the renewal application was filed during the grace period, the 
designation of domestic representative can be filed before expira- 
tion of the grace period for no fee, or after expiration of the grace 
period upon payment of the deficiency surcharge required by §9(a) 
of the Act. See Trademark Rule 2.185, 37 C.F.R. §2.185, and 
§IV(L) of this Notice for information about the procedures and 
fees for correcting deficiencies. 


G. Goods and/or Services Set Forth in Application for Renewal 


1. Listing of Goods and/or Services Required Only for Partial 
Renewal 


Neither the Trademark Act nor the Trademark Rules of Practice 
require a listing of the goods or services in the registration if the 
renewal application covers all the goods and services in the 
registration. Under Trademark Rule 2.183(e), 37 C.F.R. §2.183(e), 
the renewal application must include a list of the goods or services 
only if the renewal application covers less than all the goods or 
services in the registration. 


2. No Goods or Services Listed 


If no goods or services are specified in the renewal application, it 
will be presumed that renewal is sought for all the goods or 
services in the registration. 


3. Some Goods or Services Listed 


If the renewal application lists only some of the goods or services 
set forth in the registration, it will be presumed that renewal is 
sought for only the goods or services listed, and the goods or 
services omitted from the renewal application will be deleted from 
the registration. If it is unclear whether the renewal applicant 
intends to delete the goods or services, the Post Registration 
Section of the Office should contact the renewal applicant to 
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confirm that the goods or services are intended to be deleted. If the 
renewal applicant did not intend to delete the omitted goods or 
services, the renewal! applicant may file a substitute renewal 
application or supplemental statement requesting renewal for 
additional goods or services. No deficiency surcharge will be 
required. 


4. Goods or Services Not Listed in Registration Should Not Be 
Listed in Renewal Application 


Goods or services that are not listed in the registration should not 
be listed in the renewal application. If goods or services not listed 
in the registration are set forth in the renewal application, the Post 
Registration Section of the Office will notify the registrant that 
these items may not be added. 


H. Use in Commerce or Excusable Nonuse 


Section 9 of the Trademark Act, 15 U.S.C. §1059, no longer 
requires that a renewal application include an affidavit or declara- 
tion of use in commerce, a specimen of use for each class of goods 
or services, or a showing that any nonuse is due to special 
circumstances that excuse such nonuse, and not due to any 
intention to abandon the mark. 


I. Specimens 


Section 9 of the Trademark Act, 15 U.S.C. §1059, and the 
Trademark Rules of Practice do not require that a renewal 
applicant submit a specimen showing use of the registered mark. 


J. Notice of Renewal 


Upon examination, if the renewal application is found acceptable, 
the Office will send the registrant a notice that renewal has been 
granted. No further confirmation will be sent. Effective October 
30, 1999, the Office will no longer issue an Updated Registration 
Certificate (URC) for each renewed registration. 


K. Response to Office Action 


If the renewal application is not acceptable, the Office will notify 
the renewal applicant of the reasons for refusal. 15 U.S.C. 
§1059(b); 37 C.F.R. §2.184(b). Under Trademark Rule 2.184(b), 
37 C.F.R. §2.184(b), a response to a refusal of renewal must be 
filed within six months of the mailing date of the Post Registration 
paralegal’s Office Action, or before the expiration date of the 
registration, whichever is later, or the registration will expire. 


The renewal applicant may correct deficiencies if the requirements 
of Trademark Rule 2.185, 37 C.F.R. §2.185, are met. See §IV(L) 
of this Notice for information about the procedures and fees for 
correcting deficiencies. 


L. Correction of Deficiencies 


1. Correcting Deficiencies in Renewal Applications Filed Within 
the Year Before the Expiration Date of the Registration 


If the renewal application is filed within one year before the 
expiration date of the registration, deficiencies may be corrected 
before the expiration date without paying a deficiency surcharge, 
or after the expiration date with payment of the deficiency 
surcharge required by §9(a) of the Act. Trademark Rule 
2.185(a)(1), 37 C.F.R. §2.185(a)(1) 


The deficienc(ies) must be cured within the set period for response 
to the Post Registration paralegal’s Office Action, i.e., within six 
months of the mailing date of the action, or before the expiration 
date of the registration, whichever is later. Trademark Rule 
2.184(b), 37 C.FR. §2.184(b). 


2. Correcting Deficiencies in Renewal Applications Filed During 
the Grace Period. 


If the renewal application is filed during the grace period, 
deficiencies may be corrected before the end of the grace period 


without paying a deficiency surcharge, or after the expiration of 
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the grace period with payment of the deficiency surcharge required 
by §9(a) of the Act. Trademark Rule 2.185(a)(2), 37 C.FR. 
§2.185(a)(2). 


The deficienc(ies) must be cured within six months of the mailing 
date of the Office Action. Trademark Rule 2.184(b), 37 C.F.R. 
§2.184(b). 


3. Untimely Filing Cannot be Cured 


If the renewal application is not filed before the end of the grace 
period set forth in §9a) of the Act, 15 U.S.C. §1059%(a), the 
registration will expire. The untimely filing of a renewal applica- 
tion cannot be cured. 37 C.F.R. §§2.182 and 2.185(b). 


M. Petition to Commissioner 


The registrant may petition the Commissioner to review the Office 
action on a renewal application under Trademark Rules 
2.146(a)(2) and 2.186(b), 37 C.F.R. §§2.146(a)(2) and 2.186(b). 
The petition must be filed within six months of the mailing date of 
the action. A petition fee is required by 37 C.FR. §§2.6 and 
2.146(c). 


A response to the initial refusal to renew a registration is required 
before filing a petition to the Commissioner, unless the Office 
action directs otherwise. 37 C.F.R. §2.186(a). 


Under Trademark Rule 2.146(j), 37 C.F.R. §2.146(j), if the 
Commissioner denies a petition, the petitioner may file a request 
for reconsideration within two months of the mailing date of the 
decision denying the petition. A second petition fee must be paid 
with the request for reconsideration. 


V. AFFIDAVIT OR DECLARATION OF INCONTESTABIL- 
ITY UNDER SECTION 15 


A. Type of Commerce No Longer Required 


The affidavit or declaration of incontestability under §15 of the 
Trademark Act, 15 U.S.C. §1065 (§15 affidavit), need not specify 
the type of commerce (e.g. interstate) in which the mark is used. 


B. Persons Who May Sign Affidavit or Declaration 


The §15 affidavit must be signed and verified (sworn to) or 
supported by a declaration under §2.20 by a person properly 
authorized to sign on behalf of the owner of the registration. A 
“person who is properly authorized to sign on behalf of the owner” 
is: (1) a person with legal authority to bind the owner; or (2) a 
person with firsthand knowledge of the facts and actual or implied 
authority to act on behalf of the owner; or (3) an attorney as 
defined in 37 C.F.R. §10.1(c) who has an actual or implied written 
or verbal power of attorney from the owner. 


Generally, the Office no longer questions the authority of the 
person who signs a §15 affidavit, unless there is an inconsistency 
in the record as to the signatory’s authority to sign. 


VI. COMBINED FILINGS 


A. Section 8 Affidavit Combined with Section 9 Renewal 
Application 


Under Trademark Rule 2.166, 37 C.F.R. §2.166, an affidavit or 
declaration under §8 of the Act and a renewal application under §9 
of the Act may be combined into a single document, provided that 
the document meets the requirements of both §§8 and 9 of the Act. 


The filing fee for the combined §8 and §9 filing is the sum of the 
cost of the individual filings. For example, if the filing fee for the 
§8 affidavit is $100 per class, and the filing fee for the renewal 
application is $300 per class, the filing fee for the combined §8 and 
9 document is $400 per class. 


If the combined §8 and §9 document is filed during the grace 
period, the filing fees per class and the grace period surcharge per 
class must be paid for both the §8 affidavit and the §9 renewal 
application. 
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Example: A registration expires on December 1, 1999. A 
combined §8 and §9 document is filed January 1, 2000, during the 
six-month grace period. The proper fees are as follows: (1) filing 
fee for the §8 affidavit, per class, (2) grace period surcharge for the 
§8 affidavit, per class, (3) filing fee for the §9 renewal application, 
per class, and (4) grace period surcharge for the §9 renewal 
application, per class. 


Failure to include the proper fees is a deficiency that may require 
a deficiency surcharge. See §§III(L) and IV(L) of this Notice for 
information about the procedures, deadlines, and fees for correct- 
ing deficiencies. 


Only a single deficiency surcharge is required for curing deficien- 
c(ies) in a combined §8 and §9 filing, even if both the §8 affidavit 
and the§9 renewal application are deficient. Similarly, only a 
single deficiency surcharge is required to correct several deficien- 
cies within one document. 


The Office provides a form for a combined “Section 8 and 9” 
filing. The form is available on the Office’s home page at 
Www.uspto.gov. 


B. Combining Section 8 Affidavit With Section 15 Affidavit 


Under Trademark Rule 2.168(a), 37 C.F.R. §2.168(a), the affidavit 
or declaration filed under 15 of the Act may be combined with the 
affidavit or declaration required by §8 of the Act, if the affidavit or 
declaration meets the requirements of both §§8 and 15. 


The filing fee for the combined §8 and §15 affidavit or declaration 
is the sum of the cost of the individual filings. For example, if the 
filing fee for the §8 affidavit is $100 per class, and the filing fee for 
the §15 affidavit is $100 per class, the filing fee for the combined 
affidavit or declaration under §§8 and 15 is $200 per class. 


If the combined §8 and §15 affidavit is filed during the §8 grace 
period, the grace period surcharge per class for the §8 affidavit 
must be paid. There is no “grace period surcharge” for a §15 
affidavit. 


If a combined §8 and §15 affidavit is filed, and the §8 affidavit is 
deficient, the deficiency may be corrected before expiration of the 
relevant deadline set forth in §8 of the Act for no fee, or after 
expiration of the relevant deadline upon payment of the deticiency 
surcharge required by §8(c)(2) of the Act. See Trademark Rule 
2.164, 37 C.F.R. §2.164, and §1II(L) of this Notice for information 
about the procedures, deadlines, and fees for correcting deficien- 
cies in a §8 affidavit. There is no “deficiency surcharge” for the 
§15 affidavit. 


The Office provides a form for a combined “Section 8 and 15” 
affidavit or declaration. The form is available on the Office’s home 
page at www.uspto. gov. 


VII. SIGNATURE OF REQUESTS TO AMEND, CORRECT, 
OR SURRENDER A REGISTRATION 


A request for amendment or correction of a registration under §7 
of the Trademark Act, 15 U.S.C. §1057, must be signed and 
verified (sworn to) or supported by a declaration under §2.20 by 
the registrant. 37 C.F.R. §§2.173 and 2.175. An application to 
surrender a registration must be signed by the registrant. 37 C.F.R. 


§2.172. The following persons are authorized to sign on behalf of 


the registrant: (1) a person with legal authority to bind the owner; 
or (2) a person with firsthand knowledge of the facts and actual or 
implied authority to act on behalf of the owner; or (3) an attorney 
as defined in 37 C.F.R. §10.1(c) who has an actual or implied 
written or verbal power of attorney from the owner. Generally, the 
Office no longer questions the authority of the person who signs on 
behalf of the registrant, unless there is an inconsistency in the 
record as to the signatory’s authority to sign. 


Vill. UPDATING AUTOMATED RECORDS TO SHOW 
THE STATUS OF REGISTRATIONS 


The Office’s automated records will be regularly updated to 
indicate the status of registrations as follows: 
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(1) In the case of a registration for which an affidavit of use 
under§8 of the Act, 15 U.S.C. §1058, is due, if Office records show 
that the registrant has not filed a §8 affidavit within one year after 
the filing due date, the automated records will be updated to 
indicate that the registration is cancelled. See §III(B) of this Notice 
regarding the due dates for §8 affidavits. 


(2) In the case of a registration for which a renewal application 
under §9 of the Act, 15 U.S.C. §1059, is due, if Office records 
show that the registrant has not submitted a renewal application 
one year after the expiration of the previous term, the automated 
record will be updated to indicate that the registration is expired. 


(3) If the applicant has submitted a timely §8 affidavit and/or 
application for renewal, the Office records will be updated to 
indicate receipt of the paper and the action taken on the paper. 
October 29, 1999 ROBERT M. ANDERSON 
Acting Assistant Commissioner 

for Trademarks 
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TRADEMARK POST REGISTRATION 


Trademark Rule 2.165 Requirement 
Where A Section 8 Affidavit Or 
Declaration Is Held Insufficient 


Several recent Petitions to the Commissioner have indicated a 
failure on the part of registrants and their attorneys to follow the 
requirements of Trademark Rule 2.165. Therefore, reviewing 
certain basic elements of this rule is considered timely so as to 
alert registrants and attorneys to technical errors which might lead 
to the cancellation of a valuable trademark registration. 


Part (a) of Rule 2.165 indicates that the examiner will notify the 
registrant when an affidavit or declaration of use under Section 8 
of the Statute is insufficient and the reasons therefor. When the 
registrant wishes the examiner to reconsider the affidavit or 
declaration, or when the registrant has taken additional steps to 
rectify the deficiencies and desires to have the examiner reconsider 
the affidavit or declaration in light of those steps, the request for 
reconsideration must be submitted within 6 months of the date of 
mailing of the notice of insufficiency. 

Note, however, that a supplemental or substitute affidavit or 
declaration required by Section 8 cannot be considered unless it is 
received before the expiration of the six year anniversary of the 
registration. Consequently, registrants should file their affidavits as 
early as possible during the sixth year following registration. 


There are situations where correcting the deficiency in the 
affidavit or declaration requires recording an assignment with the 
Assignment Division of this Office. If the recording cannot be 
completed within 6 months, the registrant must at least respond to 
the examiner’s notice of insufficiency within that period. The 
response must indicate the steps being taken to correct the 
deficiency. The examiner can then allow the registrant additional 
time or suspend action depending on the circumstances. Regis- 
trants must always observe the “six month response” period 
whenever responding to the examiner from an adverse action. 


Part (b) of Rule 2.165 permits a registrant to request the 
Commissioner to review the action of the examiner when he is 
dissatisfied with that action. Review by the Commissioner should 
be sought only where it is believed that the examiner has erred in 
his action. In other words, the Commissioner's role is to review the 
correctness of the examiner’s action and not to serve as an alter 
ego of the examiner before whom the registrant may seek to 
correct deficiencies. 


When review by the Commissioner has been sought, the 
decision on that request constitutes the final action of the Patent 
and Trademark Office. If no review by the Commissioner is sought 
and if no request for reconsideration of an examiner’s action is 
timely filed, the Commissioner will notify the registrant of the 
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deficiency in the affidavit or declaration after the sixth year has 
expired. Such notice is never mailed prior to the expiration of the 
sixth year following registration nor until a reasonable time has 
elapsed following a six month period from the last action mailed 
by this Office. This notice constitutes the final action of the Patent 
and Trademark Office in those cases where the Commissioner’s 
review has not been sought. Once this notice has been mailed, it is 
too late (under the Rules of Practice) to request the Commissioner 
to review the action of the examiner. Review would only be proper 
if an affiant could show circumstances sufficient to suspend the 
finality element of Rule 2.165(b) pursuant to Rule 2.148. 
Registrants will be held to strict compliance with Rule 2.165 as 
it has been briefed above. Therefore, parties are urged to respond 
fully as soon as possible after an action is received from the 
examiner. 
Dec. 12, 1977 BERNARD A. MEANY 
Assistant Commissioner 
fer Trademarks 
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Late-Filed Renewal Fees 


Sections 9 and 31 of the Lanham Act (15 U.S.C. §§ 1095 and 
1113) require that an additional five dollar ($5.00) fee be submitted 
by a registrant who files a renewal application during the three- 
month period following expiration of its registration. The language 
of the statute requires that this additional fee be submitted within 
the three-month grace period. A number of registrants who have 
failed to submit the additional fee within the prescribed period 
have petitioned the Commissioner to allow their renewal applica- 
tions. The Commissioner has granted petitions of this kind where 
the registrant or its attorney maintained a Patent and Trademark 
Office deposit account which contained, on the date the renewal 
application was filed, sufficient funds to cover the additional fee 
Specifically, the Commissioner has exercised discretion under 
Trademark Rules 2.146(a)(3) and 2.147 to deem the authorizations 
to charge the deposit accounts to have taken place at the time the 
registrants filed their renewal applications, even though the autho- 
rizations were not confirmed until a later date. This Office policy 
was established by the Commissioner’s decision in Jn re Ralston 
Purina Co., 191 USPQ154 (Comr. Pats. 1976). 

The policy established by the Ralston Purina decision is being 
changed. Henceforth, the Commissioner will no longer exercise 
discretion to charge deposit accounts nunc pro tunc for trademark 
renewal application fees. To allow an authorization to charge a 
deposit account to relate back to a date on which no actual 
authorization existed is, in effect, to allow late payment. It is 
inequitable to permit those registrants who have deposit accounts 
(or those whose attorneys have such accounts) to make late 
payment of renewal fees, while those without deposit accounts 
may not. 

Petitions relying on Ralston Purina will, after the date of this 
notice, be denied, unless the events that gave rise to those petitions 
occurred before publication of this notice. 


Feb. 20, 1981 MARGARET M. LAURENCE 


Assistant Commissioner 
for Trademarks 
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Renewal Applications and 
Section 8 Affidavits 


(228) 


There has been a noticeable increase in the number of petitions 
requesting provisional acceptance of defectively executed Section 
8 Affidavits and Renewal Applications under 35 U.S.C.§ 26, the 
most common problem being a lack of notarization or a Rule 2.20 
declaration. Often, such petitions are necessitated by the failure of 
registration owners to file the documents early enough to leave 
time in which to correct should they prove defective. 


OFFICIAL GAZETTE 
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Section 8 Affidavits may be filed beginning with the fifth 
anniversary of the registration. The period for filing expires on the 
sixth anniversary of the registration. The period for filing Renewal 
Applications begins six months before the twentieth anniversary of 
the registration and extends three months beyond the expiration of 
the twenty year term. While the Post Registration Division may 
allow up to six months to respond to a notice of defect, it may not 
allow corrective action beyond the period for filing established by 
the Trademark Act. It is therefore in the registrant's best interest to 
file such documents as close to the opening date as possible to 
allow iime for correction, if necessary. Provisional acceptance 
under 35 U.S.C. § 26 has been, and will continue to be, given 
narrow application. Registrants should not rely on 35 U.S.C. § 26 
as a means of acquiring an extension of time. 


We have also become aware of many delays caused by defects 
in the chain of title. Registrants are encouraged to keep Patent and 
Trademark Office assignment records current with regard to 
ownership of registrations. 


The filing of Post Registration documents at the earliest date and 
maintenance of assignment records will help to avoid the cancel- 
lation or expiration of registrations of trademarks currently in use, 
and will result in a savings of time and expense for both the 
registrant and the Patent and Trademark Office. 

Apr. 19, 1983 MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks 
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(229) Trademark Examining Operation 
Effective Dec. 1, 1983, all requests presented to the Patent and 
Trademark Office under the provisions of Section 7 of the 
trademark statute (15 U.S.C. 1057) will be considered by the Post 
Registration Section of the Trademark Examining Operation. 
Necessary telephone inquiries concerning procedure or status 
should be directed to 703-557-1986. 
Dec. 2, 1983 MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks 
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(230) Helpful Hints 

*Trademark Post Registration - Failure to Specify Type of Com- 
merce in Section 8 Affidavits or Declarations--Section 8(a) of the 
Trademark Act requires that before the end of the sixth year 
following registration, showing that the “mark is in use in 
commerce.” [15 U.S.C. 1058a]. 

The Trademark Rules require that all Section 8(a) affidavits or 
declarations “state that the registered mark is in use in commerce 
and specify the nature of such commerce.” [37 C.F.R. Section 
2.162(e)}. 

The affidavit or declaration must be filed between the fifth and 
sixth year following the date of registration and it must contain a 
statement that the “mark is in use in commerce,” with evidence 
thereof. There may be no extensions of time beyond the sixth year 
for submission of this statement and evidence of use of the mark 
in commerce. However, if the timely-filed affidavit or declaration 
does not set forth the type of commerce, the registrant will be 
given six months to submit that information even though the sixth 
year may have expired. The rules do not provide for any further 
extensions of time beyond the six months. (Carlisle Walters, 
703-557-3061) 


* Backlogs in Trademark Renewals and Section 8 Affidavits and 
Deciarations--Registrants are advised that a backlog currently 
exists in the processing of Trademark Renewals and Section 8 
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affidavits and declarations. While the Patent and Trademark Office 
conducts a preliminary review of critical elements in order to 
notify registrants of statutory deficiencies prior to the expiration of 
the statutory period for the submission of required documents, the 
ultimate responsibility for complying with the requirements of the 
statute and the rules rests with the registrant. (Carlisle Walters,703- 
557-3061) 


THERESA A. BRELSFORD 
Assistant Commissioner 
for Administration 


July 1, 1988 
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(231) Section 8 Requirements 
For Trademark Registrations 

Any registrant who files in the Patent and Trademark Office. on 
or after November 16, 1989, an affidavit or declaration under 
Section 8 of the Trademark Act will be required to comply with the 
requirements of the Trademark Law Revision Act of 1988 [Title | 
of Pub. L. 100-667, 102 Stat. 3935 (15 U. S. C. 1051)], which 
takes effect on November 16, 1989. The Trademark Law Revision 
Act amends 15 U. S. C. 1058(a) by adding the requirement that a 
registrant submit an affidavit “setting forth those goods or services 
recited in the registration on or in connection with which the mark 
is in use in commerce and attaching to the affidavit a specimen or 
facsimile showing current use of the mark....” 


For Section 8 affidavits or declarations filed on or after 
November 16, 1989, the Patent and Trademark Office will require 
registrants to specify the goods and services to which the Section 
8 affidavit or declaration pertains. The registrant may comply with 
the requirement for specification of its goods and services by 
listing each of the goods and services to which the Section 8 
affidavit or declaration pertains or by making an all-encompassing 
reference to the goods and services recited in the registration (e.g., 
“The mark is in use in connection with all the goods and services 
recited in the registration.” or The mark is in use in connection 
with all the goods and services recited in the registration, with the 
exception of ...“". The Patent and Trademark Office prefers that the 
registrant use an all-encompassing reference to its goods and 
services as the method of specification, especiallly where the mark 
is registered for numerous goods and services. 


If the registrant fails to file, before the end of the sixth year 
following registration, a Section 8 affidavit or declaration that sets 
forth goods and services in connection with which the mark is in 
use, the registration will be cancelled. Similarly, those goods or 
services recited in the registration but not specified in a Section 8 
affidavit or declaration filed before the end of the sixth year 
following registration will be deleted from the registration. After 
the end of the sixth year following registration, the Patent and 
Trademark Office will not accept a substitute Section 8 affidavit or 
declaration filed to correct registrant’s failure to specify, or to 
specify completely, the goods and services on or in connection 
with which the mark is in use. 


A Section 8 affidavit or declaration filed on or after November 
16, 1989 must include a specimen or facsimile showing current use 
of the registered mark. The registrant will be required to file one 
specimen or facsimile for each class of goods or services to which 
the registration pertains. For a single-class registration covering 
multiple goods or services, only one specimen or facsimile 
showing current use of the mark on one of the goods or services in 
that class will be required. Similarly, for a multiple-class registra- 
tion, the registrant will be required to file, for each class of goods 
or services covered by the multiple-class registration, one speci- 
men or facsimile showing current use of the mark on one of the 
goods or services in that class. 


If the registrant fails to file, before the end of the sixth year 
following registration, an affidavit or declaration that includes a 
proper speciinen or facsimile for each class of goods or services to 
which the registration pertains, the registration will be cancelled as 
to that class of goods or services. After the end of the sixth year 
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following registration, the Patent and Trademark Office will not 
accept a substitute Section 8 affidavit or declaration filed to correct 
the omission of a proper specimen or facsimile. 

June 15, 1989 Jeffery M. Samuels 
Assistant Commissioner for Trademarks 
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(232) Renewal of Trademark Registrations 
(Revised) 

This supersedes the notice that appeared in the Official Gazette 
on May 2, 1989; (1102 TMOG 5): 

The Trademark Law Revision Act of 1988 [Title | of Pub. L. 
100-667, 102 Stat. 3935 (15 U.S.C. 1051)], which takes effect on 
November 16, 1989, amends 15 U.S.C. 105%a) to reduce the 
renewal term of a registration from twenty years to ten years from 
the end of the expiring period of the registration. 


Any registration whose expiration date is prior to November 16, 
1989, shall be renewed, upon proper application, from the end of 
the expiring period for: 


(a) twenty years if the renewal is granted prior to November 16, 
1989, or 


(b) ten years if the renewal is granted on or after November 16, 
1989, regardless of the renewal application filing date. 


Any registration whose expiration date is on or after November 
16, 1989, shall be renewed, upon proper application, for ten years 
from the end of the expiring period, regardless of the renewal 
application filing date. 


The present practice of notification of renewal will continue. 
However, the updated renewal certificate issued by the PTO will 
be modified to specifically indicate the length of the renewal 
period. The notice of renewal appearing in the Trademark Official 
Gazette will be modified to indicate the date of the acceptance of 
renewal. 


August 16, 1989 JEFFREY M. SAMUELS 
Assistant Commissioner 


for Trademarks. 
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(233) Update on Facsimi'e Submission of 

Assignment Documents to the USPTO 

As was first announced in the Official Gazette (OG) of January 25, 
2000, the United States Patent and Trademark Office (USPTO) 
now has the capability to accept facsimile (fax) transmissions to 
record an assignment or other documents affecting ttle. This 
process allows customers to submit their assignment documents 
via fax directly into the automated Patent and Trademark Assign- 
ment System (PTAS) and then receive the resulting recordation 
notice on their fax machine. 


Since the inception of this process, the Assignment Services 
Division has been documenting the types of occurrences which 
can either delay or prevent the USPTO from receiving and 
processing fax-transmitted documents. The following questions 
and answers supplement the information provided in the initial 
January 25, 2000, OG Notice. 


Why are you telling me that my document is “upside down’? 


In a routine fax transmission, page orientation (top of the page first 
into the machine or bottom of the page first) is not critical because 
the reader can easily flip and arrange the pages to read them top to 
bottom. However, it is critical to our process that each page is 
faxed top to bottom with the top margin being fed first into the 
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machine. Once they have been received in PTAS, fax transmitted 
assignments are processed strictly by electronic means. Although 
the PTAS software can rotate a document 180 degrees for viewing 
purposes, when the electronic document is extracted to generate 
the archival microfilm record, each page is extracted exactly as it 
was first received. Accordingly, a document sent “upside down” 
would be microfilmed upside down. To further complicate matters, 
because the system generated recordation and reel and frame 
markings on the pages would be in the opposite orientation, the 
resulting document would be difficult to read. 


The assignment document I sent you is perfectly proper and 
valid. What do you mean that my document is an “invalid 
submission type”? 


An “invalid submission” has nothing to do with the validity or 
legal standing of the document you submitted for recordation. 
“Invalid submission type” means you have sent us one of several 
kinds of documents that we cannot process via fax at this time. As 
first specified in the OG of January 25, 2000, there are six types of 
documents which we cannot process via fax: 


1. Assignments submitted concurrent with newly filed patent 
applications. These must continue to be sent to the Office of Initial 
Patent Examination with the application. 


2. Documents submitted in accordance with the Trademark Law 
Treaty where an application or registration number is not identi- 
fied. 
3. Documents with two or more cover sheets, e.g., a single 
document with one cover sheet to record an assignment, and a 
second cover sheet to record separately a license relating to the 
same property. 


4. Requests for corrections to documents recorded previously. 
5. Requests for “at cost” recordation services. 
6. Documents with payment by credit card. 


In addition to these documents, our experience with the fax 
capability over the past several months has added to the list of 
“invalid document types”: 


7. Resubmission of a non-recorded assignment. 


I am the attorney of record. Why are you sending back my 
assignment document as non-recorded due to “unauthorized 


et? 


The person who signs the cover sheet statement must be listed as 
an “authorized user” in the USPTO Revenue Accounting Manage- 
ment (RAM) system in order for the Assignment Services Division 
to collect the recordation fee from your firm’s deposit account. 
Customer updates to the “authorized user” list may be faxed to the 
Office of Finance, Deposit Account Division at (703) 308-6778, 
and must be signed by an authorized user. If you have questions 
concerning your current list of individuals authorized to charge 
your deposit account, you may also contact that division at (703) 
305-4632 


Why am I getting back mailed correspondence about docu- 
ments that I faxed to you? 


The principal reasons we have to mail back correspondence to you 
concerning a faxed document are: (1) no identifying fax number 
on your document; and (2) an incorrect/unusable fax number 
associated with your document. 


Standard business practice is that your complete fax number, your 
company or personal name, and the time and date of transmission 
should be transmitted along with your document. You need to 
program this sender information (TX Terminal Id) into your fax 
machine’s memory, and then the information will be sent auto- 
matically during your fax transmissions. Our software attaches 


OFFICIAL GAZETTE 


Fesruary 20, 2001 


your fax number to the incoming package and allows PTAS to 
extract the number to electronically process the return of your 
recorded assignment. 


Your fax number must be a dedicated line. Shared lines, or lines 
going though a switchboard. will terminate the fax transmission. 
Either a person will answer, or there will be no answer. 


How many times will PTAS attempt to fax my return docu- 
ments? 


Currently two attempts, 24 hours apart, are made to fax out your 
return documents. If the documents cannot be faxed after the 
second try, they will then be mailed to you. 


Why does faxing most often fail to work? 
We are seeing four principal reasons why return faxes fail: 


1. Phone line problems on the receiving end, which include old 
and invalid area codes being used. For example, 201 is still a valid 
area code in Northern New Jersey, but if your fax machine’s area 
code is now in 973, the transmission will fail when we try 201. 


2. A person, usually a receptionist or operator, answers the number. 
3. The fax line is busy during the transmission attempt. 
4. There is no answer at the number. 


Each of these conditions would cause an automatic second attempt 
to fax your return documents. 


What is the fax number for the Patent and Trademark 
Assignment System? 


The system's fax number is (703) 306-5995. Please do not fax 
general assignment correspondence or recordation status inquir- 
ies to the PTAS fax system. These are not documents to be 
recorded. Faxing such documents delays our answering your 
question and causes extra work to delete the images and 
associated records from PTAS. 


What if I have a question about the fax service or need help? 
Assignment Services Division staff are available to assist custom- 
ers Monday through Friday from 8:30 a.m. to 5:00 p.m. Eastern 


Time. The telephone number is (703) 308-9723. 


July 7, 2000 PATRICK ROWE, Director 


Office of Public Records 
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(234) Closing of the Patent and Trademark Office 
on Tuesday January 25, 2000, and 


Wednesday, January 26, 2000 


In view of the official closing of Federal Government offices in 
the Washington, D.C. metropolitan area, including the Patent and 
Trademark Office, on Tuesday, January 25, 2000, and Wednesday, 
January 26, 2000, the Patent and Trademark Office will consider 
each of those days, a “Federal holiday within the District of 
Columbia” under 35 U.S.C. § 21 and 37 C.ER. §§ 1.6, 1.7 and 1.9. 
Any action or fee due on those days will be considered as timely 
for the purposes of, e.g., 35 U.S.C. 119, 120, 133 and 151, if the 
action is taken, or the fee paid, on the next succeeding business 
day on which the Patent and Trademark Office was open, that is, 
Thursday, January 27, 2000. 


37 C.FR. §§ 1.6(a)(2) and (4) provide that correspondence 
deposited as Express Mail in accordance with 37 C.F.R. § 1.10, 
and trademark-related correspondence transmitted electronically, 
will be considered filed on the date of deposit with the United 
States Postal Service, or the date the PTO receives the electronic 
transmission, respectively. Thus, any paper or fee properly depos- 
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ited as Express Mail on January 25, 2000, or January 26, 2000. in 
accordance with 37 C.F.R. § 1.10 (that is, shown by a “date-in” of 
January 25, 2000, or January 26, 2000, on the Express Mail 
mailing label), or trademark-related correspondence transmitted 
electronically on either January 25, 2000, or January 26, 2000, will 
be considered filed on its respective date of deposit in Express 
Mail, or receipt of the electronic transmission. 
January 27, 2000 CLARENCE C. CRAWFORD for 
Q. TODD DICKINSON 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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(235) Facsimile Submission of Assignment Documents 
is Now Available to PTO Customers 


The Patent and Trademark Office (PTO) is now accepting fac- 
simile (fax) transmissions to record an assignment or other 
documents affecting title. This process allows customers to submit 
their documents directly into the automated Patent and Trademark 
Assignment System and receive the resulting recordation notice at 
their fax machine. 


Here is additional information about the new service: 


What is the fax number for the Patent and Trademark 
Assignment System? 


The system’s fax number is (703) 306-5995. 
What are the benefits of fax submission? 


For both the submitter and the PTO, fax transmission significantly 
reduces the time and costs associated with preparing, processing, 
and mailing assignment documents in paper. Automatic confirma- 
tion of fax transmission and receipt in the Office eliminates the 
need to make follow-up calls inquiring about the status or location 
of documents. Because receipt is not dependent on the US Postal 
Service or overnight delivery services, the receipt and recordation 
date is more certain. 


What assignment-related documents and transactions may be 
submitted via fax? 


Any document with: (1) an identified application, patent, or 
trademark registration number; (2) one cover sheet to record a 
single type of transaction; and (3) the fee paid by a PTO Deposit 
Account. 


What documents or transactions cannot be submitted via fax? 


1. Assignments submitted concurrent with newly filed patent 
applications. These must continue to be sent to the Office of Initial 
Patent Examination with the application. 


2. Documents submitted in accordance with the Trademark Law 
Treaty where an application or registration number is not identi- 
fied. 

3. Documents with two or more cover sheets; e.g., a single 
document with one cover sheet to record an assignment, and a 
second cover sheet to record separately a license relating to the 
same property. 

4. Requests for corrections to documents recorded previously. 


5. Requests for “at cost” recordation services. 


6. Documents with payment by credit card. 
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If I fax an assignment document, do I still need to have a cover 
sheet? 


Yes. The requirements for recordation outlined in 37 CFR Part 3 
remain unchanged. An accurate and complete cover sheet is the 
key to the recordation process because it is the source of the 
bibliographic data the Assignment Division enters into PTO 
records. 


When can I fax an assignment document to the PTO? 


Fax service is available 24 hours a day, 7 days a week. The date of 
receipt accorded to an assignment document sent to the PTO by 
facsimile transmission is the date the complete transmission is 
received by the Patent and Trademark Assignment System. If the 
transmission is completed after 12:00 midnight Eastern Time, the 
receipt date accorded will be the next business day. If a document 
is received over the weekend or on a Federal holiday, the receipt 
date will be the next business day. The benefits of a certificate of 
transmission under 37 CFR 1.8 are available to the customer. 


What equipment do I need? 


No specific make or model of fax machine is needed. However, the 
customer’s fax machine must be connected to a dedicated tele- 
phone line because recordation notices will be returned automati- 
cally to the sending fax number through the Office’s automated 
Patent and Trademark Assignment System. Fax machines associ- 
ated with PBX lines or on shared lines are not acceptable because 
a person will answer the line, thus causing delivery to fail. 


Even if I have a fax machine on a dedicated line, what happens 
if the PTO is unable to fax back the recordation notice to me? 


Our system will attempt to send the recordation notice for 24 
hours. If the system is unable to complete the transmission, the 
notice will be printed and returned by US Postal Service first class 
mail. 


Is there any difference between the fax version of the recorda- 
tion notice and the notices now being returned by mail? 


Everything is the same except that the bar code label on all faxed 
notices will start with the number “7”. 


Will the assignment document I faxed to the PTO be returned 
with the recordation notice? 


Recorded documents will not be returned with the “Notice of 
Recordation.” Since 1995 all recorded documents submitted by 
customers have not been stamped or otherwise identified as 
recorded. Our automated system assigns the reel and frame 
numbers and superimposes recordation stampings on the elec- 
tronic images we process and store. Once a document has been 
scanned into the automated system, it has served its purpose. 
That’s one of the reasons the PTO has preferred to receive copies 
rather than original documents. 


What happens if it is determined that the document cannot be 
recorded as transmitted? 


If a document is determined not to be recordable, the entire 
document, with its associated cover sheet, and the PTO “Notice of 
Non-Recordation.“ will be transmitted via fax back to the 
customer. Once corrections are made, the initial submission, as 
amended, may then be resubmitted by fax. Timely resubmission 
will provide customers with the benefit of the initial receipt date as 
the PTO recordation date in accordance with 37 CFR 3.51. 


What if I need to have a copy of a recorded document showing 
the stampings? 


Nothing changes here. Copies of all recorded documents, either 
certified or uncertified, are available upon payment of the appro- 
priate fee from the Document Services Division, Office of Public 
Records. These copies will have the reel and frame numbers and 
recordation stampings, which were electronically superimposed on 
the recorded images. 
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What if I have a question about the fax service or need help? 
Assignment Division staff are available to assist customers Mon- 


day through Friday from 8:30 a.m. to 5:00 p.m., Eastern Time. The 
number is (703) 308-9723. 


January 5, 2000 WESLEY H. GEWEHR 


OFFICIAL GAZETTE 
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Advance Notice of Proposed Rulemaking entitled “Changes to 
Implement the Patent Business Goals” that was published in the 
Federal Register at 63 Fed. Reg. 53530 (October 5, 1999) and in 
the Official Gazette of the Patent and Trademark Office at 1215 OG 
87 (October 27, 1998) would establish several new fees if it 
became a final rule. Future rule notices may also have an impact on 
patent and trademark fees. 


Administrator for Information Dissemination : : 
Patent and trademark customers may wish to refer to the official 


PTO Web site (www.uspto.gov) for the most current fee amounts. 
Official notices of any fee changes will appear in the Federal 
Register and the Official Gazette of the Patent and Trademark 
Office. 


Questions or comments concerning this notice should be for- 
warded to Matthew Lee by telephone at (703) 305-8051, or by fax 
at (703) 305-8007. 
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(236) Patent and Trademark Fees 
for Fiscal Year 2000 

The Commissioner of Patents and Trademarks is authorized by 
35 U.C. 41(f) and 15 U.C. 1113(a) to adjust ecertain fees annually 
to reflect fluctuations in the Consumer Price Index (CPI). There 
will be no adjustment to patent or trademark fees to reflect 
fluctuations in the CPI for fiscal year 2000. However, the Patent 
and Trademark Office (PTO) is considering legislative changes to 
adjust several patent and trademark fees, which could become 
effective in fiscal year 2000, to reflect changes in costs among 
business line activities, products and services. In addition, the 


August 20, 1999 Q. TODD DICKINSON 
Acting Assistant Secretary 

of Commerce and 

Acting Commissioner of Patents 


and Trademarks 
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(237) Certain Fees to be Adjusted 


The House and Senate passed on November 19, 1999, the American Inventors Protection Act of 1999 as part of the conference report 
(H. Rpt. 106-479) on H.R. 3194, Consolidated Appropriations Act, Fiscal Year 2000. The text of the American Inventors Protection Act 
of 1999 is contained in Title [V of S. 1948, the Iniellectual Property and Communications Omnibus Reform Act of 1999, which is 
incorporated by reference in Division B of the conference report. This bill contains language that will decrease certain patent fees and 
increase certain trademark fees as shown below. The President is expected to sign the legislation. However, the Patent and Trademark 
Office (PTO) does not know when the President will sign the legislation. 


A final rule amending the rules of practice in patent and trademark cases to indicate the new fee amounts will be published in the 
Federal Register. This notice constitutes the publication requirement for the Official Gazette of the Patent and Trademark Office. The 
final rule and the new PTO fee schedule will be posted to the PTO Web site in the near future. 


The effective date for the amendments to the fee amounts in 37 CFR 1.16, 1.20, and 1.492 (shown in bold) will be 30 days after the 
enactment date of H.R. 3194 (S. 1948), that is, 30 days after the President signs the legislation. The effective date for the amendments 
to the fee amounts in 37 CFR 1.17 and 2.6 (shown in italics) will be January 10, 2000 


Section 1.53(d), which relates to a continued prosecution application (CPA), is not being revised by H.R. 3194 (S. 1948). However, 
it should be noted that section 1.53(d)(3) requires payment of the basic filing fee as set forth in 37 CFR 1.16. 


Patent and trademark customers are responsible for paying the correct fee amounts. We advise our customers to refer to the official 
PTO Web site (www.uspto.gov), or contact the PTO General Information Services Division at (703) 308-4357 or (800) PTO-9199 for 
the most current fee amounts and information. 


Patent Fees 





37 CFR Sec. Description New Fee 


Amount 


Current Fee 
Amount 





1.16(a) 
1.16(a) 
1.16(a) 
1.16(a) 
1.16(h) 
1.16(h) 
1.16¢h) 
1.16(h) 
1.17(r) 


Basic filing fee -- Utility 

Basic filing fee -- Utility Small Entity) 

Basic filing fee -- Utility (CPA) 

Basic filing fee -- Utility (CPA) (Small Entity) 
Reissue filing fee 

Reissue filing fee (Small Entity) 

Reissue filing fee (CPA) 

Reissue filing fee (CPA) (Small Entity) 

Filing a submission after final rejection 

(1.129% a)) 

Filing a submission after final rejection 
(1.129(a)) (Small Entity) 

Per additional invention to be examined 
(1.12%(b)) 

Per additional invention to be examined 
(1.129(b)) (Small Entity) 

Maintenance fee - due at 3.5 years 
Maintenance fee - due at 3.5 years (Small Entity) 
ISA - U.S. 

ISA - U.S. (Small Entity) 


$760 
$380 
$760 
$380 
$760 
$380 
$760 
$380 
$760 


$690 
$345 
$690 
$345 
$690 
$345 
$690 
$345 
$690 
1.17(r) 


$380 $345 


1.17(s) $760 $690 


1.17(s) $380 $345 
1.20(e) 
1.20(e) 
1.492(a)(2) 


1.492(a)(2) 


$940 
$470 
$760 
$380 


$830 
$415 
$690 
_$345 
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37 CFR Sec. Description 


Current Fee 
Amount 


New Fee 
Amount 





2.6(ay(1) 
2.6(a)(4) 
2.6(a)(5) 
2.6(a)(13) 
2.6(a)(16) 
2.6(a)(17) 


Application for renewal, per class 
Filing section 15 affidavit, per class 
Petition for cancellation, per class 
Notice of opposition, per class 


Application for registration, per class 
Extension for filing Statement of Use, per class 


$245 
$100 
$300 
$/00 
$200 
$200 


$325 
$150 
$400 
$200 
$300 
$300 





Questions or comments concerning this notice should be forwarded to Matthew Lee by telephone at (703) 305-8051, by e-mail at 
matthew. leeuspto.gov, or by facsimile at (703) 305-8007, or by mail marked to his attention and addressed to the Commissioner of Patents 
and Trademarks, Office of Finance, Crystal Park 1, Suite 802, Washington, D.C. 20231. 


November 24, 1999 


Q. TODD DICKINSON 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1229 TMOG 12] 





DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 1 and 2 
[Docket No. 991105297-9297-01] 
RIN 0651-AB01 


Revision of Patent and Trademark Fees 
for Fiscal Year 2000 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Final Rule. 


SUMMARY: The Patent and Trademark Office (PTO) is amend- 
ing the rules of practice in patent and trademark cases to adjust 
certain patent fee amounts to conform to the fee amounts set by 
iaw in the American Inventors Protection Act of 1999 as part of the 
conference report (H. Rep. 106-479) on H.R. 3194, Consolidated 
Appropriations Act, Fiscal Year 2000. The text of the American 
Inventors Protection Act of 1999 is contained in title IV of S. 1948, 
the Intellectual Property and Communications Omnibus Reform 
Act of 1999, which is incorporated by reference in Division B of 
the conference report. The PTO is also adjusting certain trademark 
fee amounts to recover the cost of all trademark activities as 
provided for in H.R. 3194 (S. 1948). In addition, the PTO is 
adjusting, by a corresponding amount, two patent fees that track 
the basic filing fee. 


EFFECTIVE DATES: The amendments to 37 CFR 1.16, 1.20, 
and 1.492 are effective on December 29, 1999. The amendments to 
37 CFR 1.17 and 2.6 are effective on January 10, 2000. 


FOR FURTHER INFORMATION CONTACT: Matthew Lee 
by telephone at (703) 305-8051, by e-mail at 
matthew.lee@uspto.gov, by facsimile at (703) 305-8007, or by 
mail marked to his attention and addressed to the Commissioner of 
Patents and Trademarks, Office of Finance, Crystal Park 1, Suite 
802, Washington, D.C. 20231. 


SUPPLEMENTARY INFORMATION: This final rule adjusts 
certain patent fees in accordance with the Consolidated Appropria- 
tions Act, Fiscal Year 2000 (H.R. 3194), which incorporates the 
Intellectual Property and Communications Omnibus Reform Act 
of 1999 (S. 1948), and adjusts certain trademark fees to recover 
costs. 


Background 


Section 31(a) of the Trademark Act of 1946 (15 U.S.C. 1113(a)) 
authorizes the Commissioner of Patents and Trademarks to annu- 
ally adjust the fees established for the filing and processing of 
trademark applications, for the registration of trademarks and other 
marks, and for all other services performed by the PTO related to 
trademarks and other marks, to reflect aggregate fluctuations in the 


Consumer Price Index (CPI) during the previous twelve months. 
Trademark processing fees have not been adjusted since 1993, 
when the application fee was adjusted. Other trademark fees have 
not been changed since 1982. 


As a result of increases in filings, efforts to reduce the pendency of 
trademark applications before the PTO, and to reduce the backlog 
of unexamined cases, the PTO has hired additional trademark 
examining attorneys and instituted an electronic filing system for 
trademark applications. Current trademark fee rates are insufficient 
to recover these additional costs. In addition, the PTO has 
employed activity-based cost accounting principles and systems 
on an agency-wide basis to measure the full cost of patent and 
trademark activities, including indirect costs. To fully recover the 
cost of all trademark activities, including indirect trademark 
operation costs, the PTO needs to adjust trademark fees suffi- 
ciently to recover an estimated $30 million in fiscal years 2000 and 
2001. H.R. 3194 (S. 1948) authorizes the Commissioner to make 
such an adjustment to trademark fees. 


Patent fees were adjusted in 1998 as a result of Public Law 
105-358. Public Law 105-358 set: 


(1) the basic filing fee for an original utility patent application 
(35 U.S.C. 41(a)(1)(A)) or a reissue patent application (35 U.S.C. 
41(a)(4)(A)) at $760 ($380 for a small entity); 


(2) the basic national fee for an international application in 
which the PTO was the International Searching Authority (ISA) 
but not the International Preliminary Examining Authority (IPEA) 
(35 U.S.C. 41(a)(10)) at $760 ($380 for a small entity); and 


(3) the first patent maintenance fee (35 U.S.C. 41(b)(1)) at $940 
($470 for a small entity). 


The Commissioner may also adjust fees set forth in 35 U.S.C. 
41(a) and (b) to reflect any fluctuations in the Consumer Price 
Index (CPI) during the previous twelve months. See 35 U.S.C. 
41(f). With the recent implementation of activity-based cost 
accounting principles and systems on an agency-wide basis, the 
PTO recognized that patent fee revenue has been partially offset- 
ting the indirect trademark operation costs. Since H.R. 3194 (S. 
1948) authorizes the Commissioner to adjust trademark fees to 
fully cover the costs of trademark operations, an adjustment to 
selective patent fees is necessary in fiscal year 2000 because those 
fees will no longer be needed to offset indirect trademark operation 
expenses. Thus, H.R. 3194 (S. 1948) reduces: 


(1) the basic filing fee for an original utility patent application 
(35 U.S.C. 41(a)(1)(A)) or a reissue patent application (35 U.S.C. 
41(a)(4)(A)) to $690 ($345 for a small entity); 


(2) the basic national fee for an international application in 
which the PTO was the ISA but not the IPEA (35 U.S.C. 41(a)(10)) 
to $690 ($345 for a small entity); and 
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(3) the first patent maintenance fee (35 U.S.C. 41(b)(1)) to $830 
($415 for a small entity). 


This final rule conforms the patent fees set forth in 37 CFR 1.16(a) 
and (h), 1.20(e), and 1.492(a)(2) to the fee amounts specified in 
H.R. 3194 (S. 1948). Specifically, 1.16(a) and (h), and 1.492(a)(2) 
are amended to correspond to the patent fees specified in amended 
35 U.S.C. 41(a). Section 1.20(e) is amended to indicate the patent 
fee specified in amended 35 U.S.C. 41(b). This final rule also 
adjusts two patent fees that track the basic filing fee. Sections 
1.17(r) and (s) are reduced to correspond to the basic filing fee 
provided in 35 U.S.C. 41(a)(1)(A), as amended by H.R. 3194 (S. 
1948). 


Section 1.53(d), which relates to a continued prosecution applica- 
tion (CPA), is not being revised by this final rule. However, it 
should be noted that section 1.53(d)(3) requires payment of the 
basic filing fee as set forth in 37 CFR 1.16. 


Section 41(g) of title 35, United States Code, provides that new fee 
amounts established by the Commissioner under section 41 may 
take effect 30 days after notice in the Federal Register and the 
Official Gazette of the Patent and Trademark Office. 


In addition, this final rule adjusts trademark fees set forth in 37 
CFR 2.6(a)(1), (a)(4), (a)(5), (a)(13), (a)(16), and (a)(17), to 
recover costs. 


Section 31 of the Trademark Act of 1946 (15 U.S.C. 1113(a)), 
allows new trademark fee amounts to take effect 30 days after 
notice in the Federal Register and the Official Gazette of the 
Patent and Trademark Office. 


A comparison of the current fee amounts and the new fee amounts 
for fiscal year 2000 is included as an Appendix to this final rule. 


Procedures for determining the correct fee amount owed 


The following subsections detail the procedures for determining 
the fees owed during the transition to the new fee schedule. 


Fees owed may be affected by proper use of a Certificate of 
Mailing or Transmission under § 1.8(a)(1), or use of “Express Mail 
Post Office to Addressee” under § 1.10(a). 


Items for which a Certificate of Mailing or Transmission under § 
1.8(a)(1) is not proper include, for example, national (including a 
continued prosecution application (CPA) under § 1.53(d)) and 
international patent applications, and trademark applications. See 
37 CFR § 1.8(a)(2). 


Under § 1.10(a), any correspondence delivered by the “Express 
Mail Post Office to Addressee” service of the United States Postal 
Service (USPS) is considered filed or received in the Office on the 
date of deposit with the USPS. The date of deposit with the USPS 
is shown by the “date-in” on the “Express Mail” mailing label or 
other official USPS notation. 


a. The post issuance fee for patents under 35 U.S.C. 41(b) 


Section 41(b) of title 35, United States Code, provides for 
maintenance fees. Any maintenance fee amount that is paid on or 
after the effective date of the final fee adjustment will be subject to 
the new fee. 


If a Certificate of Mailing or Transmission was used, and was 
proper under § 1.8(a)(1), the fee required is the lower of: 


(1) the fee in effect on the date the PTO receives the fee; or 


(2) the fee in effect on the date of mailing indicated on a proper 
Certificate of Mailing or Transmission under § 1.8(a)(1). 


Under § 1.10(a), any correspondence delivered by the “Express 
Mail Post Office to Addressee” service of the USPS is considered 
filed or received in the Office on the date of deposit with the USPS. 
The date of deposit with the USPS is shown by the “date-in” on the 
“Express Mail” mailing label or other official USPS notation. 
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b. The filing fee for patent applications filed under 35 U.S.C. 
111 and 37 CFR 1.53 


Section 111 of title 35, United States Code, provides for the filing 
of a patent application with the PTO. If the filing fee for an 
application filed under 35 U.S.C. ill is received when the 
application is filed, the filing fee required is the filing fee in effect 
on the filing date assigned to the application. If the PTO receives 
the filing fee on a date later than the filing date assigned to the 
application, the filing fee required is the higher of: 


(1) the filing fee in effect on the filing date assigned to the 
application; or 


(2) the filing fee in effect on the date the PTO receives the filing 
fee. 


The filing fee includes the basic fee, excess claims fees (if any), 
and the multiple dependent claim fee (if any), for claims present on 
filing (unless the excess or multiple dependent claims are canceled 
before the filing fee is paid). Of course, if the basic filing fee is 
received on a date later than the filing date assigned to the 
application filed under 35 U.S.C. 111, a surcharge as set forth in § 
1.16(e) is also required. 


A Certificate of Mailing or Transmission under § 1.8(a)(1) cannot 
be used for national (including a continued prosecution application 
(CPA) under § 1.53(d)) and international patent applications. See 
37 CFR § 1.8(a)(2) 


Under § 1.10(a), any correspondence delivered by the “Express 
Mail Post Office to Addressee” service of the USPS is considered 
filed or received in the Office on the date of deposit with the USPS. 
The date of deposit with the USPS is shown by the “date-in” on the 
“Express Mail” mailing label or other official USPS notation. 


c. The fees for international patent applications entering the 
national stage under 35 U.S.C. 371 and 37 CFR 1.494 or 1.495 


Section 371 of title 35, United States Code, provides for the 
national stage filing of a patent application under the Patent 
Cooperation Treaty. The basic national fee for an international 
application entering the national stage is due not later than the 
expiration of 20 months from the priority date in the international 
application (or 30 months from the priority date if the United 
States was elected prior to the expiration of 19 months from the 
priority date). The amount of the basic national fee that is required 
to be paid is the basic national fee in effect on the date the full fee 
is received. 


A Certiticate of Mailing or Transmission under § 1.8(a)(1) cannot 
be used for international patent applications. See 37 CFR § 
1.8(a)(2). 


Under § 1.10(a), any correspondence delivered by the “Express 
Mail Post Office to Addressee” service of the USPS is considered 
filed or received in the Office on the date of deposit with the USPS. 
The date of deposit with the USPS is shown by the “date-in” on the 
“Express Mail” mailing label or other official USPS notation. 


d. For filing trademark applications under 15 U.S.C. 1051 


Section 1051 of title 15, United States Code, provides for the filing 
of trademark applications. The initial filing fee required for a 
trademark application filed under 15 U.S.C. 1051 is the filing fee 
in effect on the filing date assigned to the application. 


Under § 1.6, documents are considered filed as of the date of 
receipt at the PTO, unless the documents are filed under § 1.10, 
which provides for filing by Express Mail. Under § 1.10(a), any 
correspondence delivered by the “Express Mail Post Office to 
Addressee” service of the USPS is considered filed or received in 
the Office on the date of deposit with the USPS. The date of 
deposit with the USPS is shown by the “date-in” on the “Express 
Mail” mailing label or other official USPS notation. 


A Certificate of Mailing or Transmission under § 1.8(a)(1) cannot 
be used for filing a trademark application. See 37 CFR § 1.8(a)(2). 
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Under § 2.21(a)(5), a trademark applicant must submit the filing 
fee for at least one class of goods or services before the application 
can be given a filing date. If the trademark application is 
accompanied by the fee for at least a single class of goods or 
services, but does not include fees sufficient to cover all the classes 
in the application, the application will be given a filing date, and 
the applicant will be required to submit the fees for the additional 
class(es) during examination. If the applicant submits fee(s) for 
additional class(es) after the application filing date, the fee(s) in 
effect on the date the fee(s) for the additional class(es) is received 
at the PTO will apply. The applicant may use a Certificate of 
Mailing or Transmission under § 1.8(a)(1) to file the additional 
fee(s). 


e. For all other trademark process fees affected by this notice. 


For trademark process fees other than the initial fee for filing a 
trademark application, the applicant may use a Certificate of 
Mailing or Transmission under § 1.8(a)(1). If a Certificate of 
Mailing or Transmission is used to mail or transmit the fee, and the 
Certificate meets the requirements of § 1.8(a)(1), the fee in effect 
on the date indicated on the Certificate of Mailing or Transmission 
will apply. 


Owners of registered trademarks should note that failure to timely 
submit the required fee for an affidavit of continued use or 
excusable nonuse under 15 U.S.C. 1058, or a renewal application 
under 15 U.S.C. 1059, may also result in a deficiency surcharge 
under 15 U.S.C. 1058(c)(2) or 15 U.S.C. 1059(a). See § 2.164 and 
§ 2.185. 


Other Considerations 


This final rule contains no information collection within the 
meaning of the Paperwork Reduction Act of 1995, 44 U.S.C. 3501 
et seq. This final rule has been determined to be not significant for 
purposes of Executive Order 12866. 


This final rule adjusts certain patent fees and trademark fees 
indicated in Parts | and 2 of title 37, Code of Federal Regulations, 
to the fee amounts set by law or provided for by law. Therefore, 
prior notice and an opportunity for public comment are not 
required pursuant to 5 U.S.C. 553(a)(2) (or any other law). As 
prior notice and an opportunity for public comment are not 
required pursuant to 5 U.S.C. 553, or any other law, the analytical 
requirements of the Regulatory Flexibility Act, 5 U.S.C. 601 et 
seq., are inapplicable. 


Lists of Subjects 


37 CFR Part | 


Administrative practice and procedure, Inventions and patents, 
Reporting and record keeping requirements, Small businesses. 


Part 1 - Rules of Practice in Patent Cases 


1.The authority citation for 37 CFR Part | continues to read as 
follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section § 1.16 is amended by revising paragraphs (a) and (h), to 
read as follows: 


§ 1.16 National application filing fees. 


(a) Basic fee for filing each application for an original patent, 
except provisional, design or plant applications: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


$345.00 


eEKEK 
(h) Basic fee for filing each reissue application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


U.S. PATENT AND TRADEMARK OFFICE 
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3. Section § 1.17 is amended by revising paragraphs (r) and (s), to 
read as follows: 


§ 1.17 Patent application processing fees. 


KKK 


(r) For entry of a submission after final rejection under § 1.129(a): 


oR Lg, fh) RRR aneeerserarer re $345.00 
ay: RUG GN BNE COI in ican cere sascisasinec ze $690.00 


(s) For each additional invention requested to be examined under 
§ 1.129(b): 


Oy i SUMM  CG UID) raining sc csssncscsssccosncscccsncsosens $345.00 
By other than a small entity $690.00 


4. Section 1.20 is amended by revising paragraph (e) to read as 
follows: 

§ 1.20 Post issuance fees. 

keke 

(e) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after December 


12, 1980, in force beyond four years; the fee is due by three years 
and six months after the original grant: 


By a small entity (§ 1.9(f)) $415.00 
By other than a small entity.......... spiepnagucaasiabcaibecbeioadons $830.00 
KEKKX 
5. Section 1.492 is amended by revising paragraph (a)(2) to read as 
follows: 
§ 1.492 National stage fees. 


HREEK 


(a) *** 


KeREK 


(2) Where no international preliminary examination fee as set forth 
in § 1.482 has been paid to the United States Patent and Trademark 
Office, but an international search fee as set forth in § 1.445(a)(2) 
has been paid on the international application to the United States 
Patent and Trademark Office as an International Searching Author- 
ity: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


$345.00 
$690.00 


¥EKEKE 
Part 2 - Rules of Practice in Trademark Cases 


1. The authority citation for 37 CFR Part 2 continues to read as 
follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 


2. Section 2.6 is amended by revising paragraphs (a)(1), (a)(4), 
(a)(5), (a)(13), (a)(16), and (a)(17), to read as follows: 


§ 2.6 Trademark fees. 
KEE 
(a) *** 


(1) For filing an application, per class................:0:000-+ $325.00 


HREKE 
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(4) For filing a request under section 1(d)(2) of the Act for a 
six-month extension of time for filing a statement of use under ms. " 
section 1(d)(1) of the Act, per class $150.00 (16) For filing a petition to cancel, per class................ $300.00 


(5) For filing an application for renewal of a registration, per (17) For filing a notice of opposition, per class........... $300.00 
$400.00 


es. tt 


November 30, 1999 Q. TODD DICKINSON 
(13) For filing an affidavit under 15 of the Act, per class Assistant Secretary of Commerce and 
Ee TE TED Lien en eR ae SD CaN fear ke eM AW $200.00 Commissioner of Patents and Trademarks 





NOTE - The following appendix is provided as a courtesy to the public, but is not a substitute for the rules. 
It will not appear in the Code of Federal Regulations. 


Appendix A - Comparison of Current and New Fee Amounts 
- Indicates fees remain at FY 1999 amount 





37 CFR FY FY 
Sec. DESCRIPTION 1999 2000 





16(a) Basic filing fee - Utility $760 $690* 
16(a) Basic filing fee - Utility (Small Entity) $380 $345* 
16(a) Basic filing fee - Utility (CPA) $760 $690* 
.16(a) Basic filing fee - Utility (CPA) (Small Entity) $380 $345* 
16(b) Independent claims in excess of three $78 - 
16(b) Independent claims in excess of three (Small Entity) $39 - 
16(c) Claims in excess of twenty $18 
16(c) Claims in excess of twenty (Small Entity) $9 
16(d) Multiple dependent claim $260 
16(d) Multiple dependent claim (Small Entity) $130 
16(e) Surcharge - Late filing fee $130 
16(e) Surcharge - Late filing fee (Small Entity) $65 
16(f) Design filing fee $310 
16(f) Design filing fee (Small Entity) $155 
.16(f) Design filing fee (CPA) $310 
.16(f) Design filing fee (CPA) (Small Entity) $155 
.16(g) Plant filing fee $480 
16(g) Plant filing fee (Small Entity) $240 
16(g) Plant filing fee (CPA) $480 
16(g) Plant filing fee (CPA) (Small Entity) $240 
.16(h) Reissue filing fee $760 
16(h) Reissue filing fee (Small Entity) $380 
16(h) Reissue filing fee (CPA) $760 
16(h) Reissue filing fee (CPA) (Small Entity) $380 
16(i) Reissue independent claims $78 
16(i) Reissue independent claims (Small Entity) $39 
.16(j) Reissue claims in excess of twenty $18 
.16(j) Reissue claims in excess of twenty (Small Entity) $9 
16(k) Provisional application filing fee $150 
16(k) Provisional application filing fee (Small Entity) $75 
16(1) Surcharge - Late provisional filing fee $50 
16(1) Surcharge - Late provisional filing fee $25 
(Small Entity) 
17(ay1) Extension - First month $110 
17(a)(1) Extension - First month (Small Entity) $55 
-17(a)(2) Extension - Second month $380 
17(a)(2) Extension - Second month (Small Entity) $190 
17(aX(3) Extension - Third month $870 
17(a)(3) Extension - Third month (Small Entity) $435 
17(a)(4) Extension - Fourth month $1,360 
17(a)(4) Extension - Fourth month (Small Entity) $680 
17(aX(5) Extension - Fifth month $1,850 
-17(ay(5) Extension - Fifth month (Small Entity) $925 
17(b) Notice of appeal $300 
17(b) Notice of appeal (Small Entity) $150 
17(c) Filing a brief in support of an appeal $300 
17(c) Filing a brief in support of an appeal (Small Entity) $150 
17(d) Request for oral hearing $260 
17(d) Request for oral hearing (Small Entity) $130 
.17(h) Petition - Not all inventors $130 
17(h) Petition - Correction of inventorship $130 
17(h) Petition - Decision on questions $130 
17(h) Petition - Suspend rules $130 
.17(h) Petition - Expedited license $130 
17(h) Petition - Scope of license $130 
17(h) Petition - Retroactive license $130 
.17(h) Petition - Refusing maintenance fee $130 


1 
l. 
l. 
l 
1. 
1. 
5 
5. 
°. 
l 
;. 
1. 
] 
® 
l 
l 
| 
1. 
1. 
1. 
l 
] 
l. 
5. 
l. 
l. 
l 
1 
a 
1. 
l 
l 
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37 CFR FY FY 
Sec. DESCRIPTION 1999 2000 





.17(h) Petition - Refusing maintenance fee - expired patent $130 
-17(h) Petition - Interference $130 
.17(h) Petition - Reconsider interference $130 
.17(h) Petition - Late filing of interference $130 
.20(b) Petition - Correction of inventorship $130 
17(h) Petition - Refusal to publish SIR $130 
.17G) Petition - For assignment $130 


] 
1 
l 
l 
1 
I 
] 
1.17(i) Petition - For application $130 
1.17(i) Petition - Late priority papers $130 
1.17(i) Petition - Suspend action $130 
1.17(i) Petition - Divisional reissues to issue separately $130 
1.17(i) Petition - For interference agreement $130 
1.17(i) Petition - Amendment after issue $130 
1.17(i) Petition - Withdrawal after issue $130 
1.17(4) Petition - Defer issue $130 
1.17(i) Petition - Issue to assignee $130 
1.171) Petition - Accord a filing date under § 1.53 $130 
1.174) Petition - Accord a filing date under § 1.62 $130 
1.17(i) Petition - Make application special $130 
1.17) Petition - Public use proceeding $1,510 
1.17(k) Non-English specification $130 
1.17(1) Petition - Revive unavoidably abandoned appl. $110 
1.17() Petition - Revive unavoidably abandoned appl. $55 
(Small Entity) 
-17(m) Petition - Revive unintentionally abandoned appl. $1,210 
.17(m) Petition - Revive unintent. abandoned appl. $605 
(Small Entity) 
.17(n) SIR - Prior to examiner's action $920 
.17(0) SIR - After examiner's action $1,840 
.17(p) Submission of an Information Disclosure Statement $240 
(§ 1.97) 
.17(q) Petition - Correction of inventorship $50 
(prov. app.) 
.17(q) Petition - Accord a filing date (prov. app.) $50 
.17(q) Petition - Entry of submission $50 
after final rejection (prov. app.) 
17(r) Filing a submission after final rejection $760 $690** 
(§ 1.129(a)) 
17(r) Filing a submission after final rejection $380 $345** 
(§ 1.129(a)) (Small Entity) 
-17(s) Per additional invention $760 $690** 
to be examined (§ 1.129(b)) 
.17(s) Per additional invention $380 $345** 
to be examined (§ 1.129(b)) 
(Smail Entity) 
.18(a) Utility issue fee $1,210 
.18(a) Utility issue fee $605 
(Small Entity) 
.18(b) Design issue fee $430 
.18(b) Design issue fee (Small Entity) $215 
.18(c) Plant issue fee $580 
.18(c) Plant issue fee (Small Entity) $290 
19(a)(1)(i) Patent copy $3 
-19(¢a)(1 (ii) Patent copy, overnight delivery $6 
to PTO Box or overnight fax 
-19(a)(1 iii) Patent copy, ordered by 
expedited mail or fax exp. service 
.19(ay(2) Plant patent copy 
.19(a\(3) Copy of utility patent or SIR in color 
-19(b)( 1 (i) Certified copy of patent 
application as filed 
.19(b)(i)(ii) Certified copy of patent 
application as filed, expedited 
19(b)(2) Cert. or uncert. copy of 
patent-related file wrapper and contents 
-19(b)(3) Cert. or uncert. copy of 
document, unless otherwise provided 
.19(b)(4) For assignment records, 
abstract of title and certification 
1%c) Library service 
.19(d) List of U.S. patents and 
SIRs in subclass 
.19(e) Uncertified statement re 
status of maintenance fee payment 
.19¢f) Copy of non-U.S. document 
.19(g) Comparing and certifying copies, 
per document, per copy 
19(h) Duplicate or corrected filing receipt 
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Fee 
Code 


37 CFR 
Sec. 


DESCRIPTION 


FY 
1999 





145 
147 
148 
248 
183 
283 


.20(a) 
.20(c) 
.20(d) 
.20(d) 
.20(e) 
.20(e) 


.20(f) 
.20(f) 


.20(g) 
.20(g) 


.20(h) 
.20(h) 


.20(1)(1) 
-20(1)(2) 


.20(j)1) 
.20(5)(2) 


20(j)(3) 


.21(a)(1)(i) 
21(a)( 1 (i) 
.21(ay(2) 
21(ay(3) 
.21(ay(4) 
.21(a)(4) 
.21(a)(5) 
.21(a(6)(i) 


.21(a)(6)(ii) 


.21(b\(1) 
.21(b)(2) 
.21(b\(3) 


.21(c) 
.21(d) 
21(e) 
.21(g) 


.21(h) 


21(i) 
.21(j) 


.21(k) 


1.21(k) 
1.21(1) 
1.21(m) 
1.21(n) 


1.21(0) 

1.24 

1.296 
1.445(a) 
1.445(a) 
1.445(a) 
1.445(a) 
1.482(a)(1)(i) 
1.482(a)( 1 (ii) 
1.482(a)(2)(i) 
1.482(a)(2)(ii) 
1.492(ay(1) 
1.492(a)(1) 
1.492(a)(2) 
1.492(a)(2) 
1.492(a)(3) 
1.492(a\(3) 
1.492(a)(4) 
1.492(a)(4) 
1.492(a)(5) 
1.492(a)(5) 


Certificate of correction 

Filing a request for reexamination 
Statutory disclaimer 

Statutory disclaimer (Small Entity) 
Maintenance fee - due at 3.5 years 
Maintenance fee - due at 3.5 years 
(Small Entity) 

Maintenance fee - due at 7.5 years 
Maintenance fee - due at 7.5 years 
(Small Entity) 
Maintenance fee - due at | 
Maintenance fee - due at | 
(Small Entity) 

Surcharge - Late payment within 6 months 
Surcharge - Late payment within 6 months 
(Small Entity) 

Surcharge - Maintenance 

after expiration - unavoidable 

Surcharge - Maintenance after 

expiration - unintentional 

Extension of term of patent (§ 1.740) 

Initial application for 

interim extension (§ 1.790) 

Subsequent application for interim extension 

(§ 1.790) 

Application fee (non-refundable) 

Registration examination fee 

Registration to practice 

Reinstatement to practice 

Copy of certificate of good standing 

Certificate of good standing - suitable for framing 
Review of decision of Director, OED 

Regrading of A.M. section 

(PTO Practice and Procedure) 

Regrading of P.M. section 

(Claim Drafting) 

Establish deposit account 

Service charge for below minimum balance 
Service charge for below minimum balance - 
restricted account 

Disclosure document filing fee 

Local delivery box rental, annually 

International type search report 

Self-service copy charge, per page 

Recording each patent 

assignment, per property 

Publication in Official Gazette 

Labor charges for services, 

per hour or fraction thereof 

Unspecified other services, Actual - 

excluding labor Cost 

APS-CSIR terminal session time, per hour 
Retaining abandoned application 

Processing returned checks 

Handling fee for incomplete 

or improper application 

APS-Text terminal session time, per hour 
Coupons for patent and trademark copies 
Handling fee for withdrawal of SIR 

Transmittal fee (1) 

PCT search fee - (2)(i) prior U.S. application 
PCT search fee - (2)(ii) no U.S. application 
Supplemental search per (3) additional invention 
Preliminary examination fee - ISA was the U.S. 
Preliminary examination fee - ISA not the U.S. 
Additional invention ISA was the U.S. 

Additional invention - ISA not the U.S. 

[PEA - U.S. 

IPEA - U.S. (Small Entity) 

ISA - U.S. 

ISA - U.S. (Small Entity) 

PTO not ISA or IPEA 

PTO not ISA or IPEA (Small Entity) 

Claims - [PEA 

Claims - IPEA (Small Entity) 

Filing with EPO or JPO search report 

Filing with EPO or JPO search report 

(Small Entity) 


1.5 years 
1.5 years 


$100 
$2,520 
$110 
$55 
$940 
$470 


$1,900 
$950 


$2,910 
$1,455 


$130 
$65 


$700 


$1,640 
$1,120 
$420 


$220 


$40 
$310 
$100 
$40 
$10 
$20 
$130 
$230 


$230 


$10 
$25 
$25 


$10 
$50 
$40 
$.25 
$40 


$25 


$40 


$50 
$130 
$50 
$130 


$40 
$3 
$130 
$240 
$450 
$700 
$210 
$490 
$750 
$140 
$270 
$670 
$335 
$760 
$380 
$970 
$485 
$96 
$48 
$840 
$420 
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37 CFR 
Sec. 


DESCRIPTION 


FY 
2000 





1.492(b) 
1.492(b) 


1.492(c) 
1.492(c) 


1.492(d) 
1.492(d) 
1.492(e) 
1.492(e) 
1.492(f) 
2.6(a)(1) 
2.6(a)(2) 
2.6(a)(3) 
2.6(a)(4) 
2.6(a)(5) 
2.6(a)(6) 
2.6(a)(7) 
2.6(a)(8) 
2.6(a)(9) 
2.6(a)( 10) 
2.6(a)(11) 
2.6(a)(12) 
2.6(a)(13) 
2.6(a)( 14) 
2.6(a)( 15) 
2.6(a)( 16) 
2.6(a)(17) 
2.6(a)( 18) 
2.6(a)(19) 
2.6(a)(20) 
2.6(a)(21) 
2.6(b)(1 (i) 
2.6(b)( 1 (ii) 
2.6(b)(1 (iii) 


2.6(b)(2)(i) 
2.6(b)(2)(ii) 


2.6(b)(3) 
2.6(b) 
2.6(b)(4)(ii) 
2.6(b)(5) 
2.6(b)(6) 
2.6(b)(6) 
2.6(b)\(7) 
2.6(b)(8) 
2.6(b)(9) 
2.6(b)( 10) 
2.6(b)(11) 
2.7(a) 


2.7(b) 
2.7(c) 


Claims - extra independent (over three) 

Claims - extra independent (over three) 

(Small Entity) 

Claims - extra total (over twenty) 

Claims - extra total 

(over twenty) (Small Entity) 

Claims - multiple dependent 

Claims - multiple dependent (Small Entity) 
Surcharge 

Surcharge (Small Entity) 

English translation after twenty or thirty months 
Application for registration, per class 
Amendment to Allege Use, per class 

Statement of Use, per class 

Extension for filing Statement of Use, per class 
Application for renewal, per class 

Additional fee for late renewal, per class 
Publication of mark under 12(c), per class 
Issuing new certificate of registration 
Certificate of correction, registrant’s error 
Filing disclaimer to registration 

Filing amendment to registration 

Filing section 8 affidavit, per class 

Filing section 15 affidavit, per class 

Filing a section 8 affidavit 

during the grace period, per class 

Petition to the Commissioner 

Petition for cancellation, 

Notice of opposition, per class 

Ex parte appeal, per class 

Dividing an application, per new application created 
Correcting a deficiency in a section 8 affidavit 
Correcting a deficiency in a renewal application 
Copy of registered mark 

Copy of registered mark, overnight 

delivery to PTO box or fax 

Copy of reg. mark ordered by exp. mail or fax, 
exp. service 

Certified copy of trademark application as filed 
Certified copy of trademark application as filed, 
expedited 

Cert. or uncert. copy of 

TM-related file wrapper and contents 

Cert. copy of registered mark, 

(4)(i) with title or status 

Cert. copy of registered mark, with 

title or status - expedited 

Certified or uncertified copy 

of trademark document 

Recording trademark property, 

per mark, per document 

For second and subsequent 

marks in the same document 

For assignment records, abstracts 

of title and certification 

X-SEARCH terminal session time, per hour 
Self-service copy charge, per page 

Labor charges for services, 

per hour or fraction thereof 

Unspecified other services, excluding labor 


Recordal application fee 
Renewal application fee 
Late fee for renewal application 


$325** 


$150** 
$400** 


$200** 
$100*** 


$300** 


$100*** 
$100*** 





* Fees effective on December 29, 1999. 
** Fees effective on January 10, 2000. 
*** Fees effective on 10/30/99 due to Trademark Law Treaty Implementation Act of 1998 (Pub. L. 105-330). 
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(239) Expansion of Pilot for 


Electronic Filing of Trademark Applications 


On November 30, 1997, the Trademark Organization and the 
Office of the Chief Information Officer of the Patent and Trade- 
mark Office (PTO) introduced TEAS (Trademark Electronic Ap- 
plication System), a pilot program that allows selected PTO 
customers to submit trademark applications electronically. On or 
after October 1, 1998, the PTO will expand the pilot to allow 
participation by all trademark filers. 


The TEAS pilot will continue to be limited to applications filed 
under Sections I(a), 1(b) and 44(d) of the Trademark Act. 
Applications based on Section 44(e) of the Act may not be 
submitted using the TEAS system, because of the added complex- 
ity involved in the transmission and receipt of documents certify- 
ing registration in an applicant’s country of origin. 
Requirements for Participation: Trademark filers who wish to 
submit applications using the TEAS system must own or have use 
of the following: (1) a personal computer and (2) a specified 
computer network browser. Access to a scanner or digital camera 
for creating digitized images in gif or jpg format will be necessary 
for the submission of specimens required for applications filed 
under Section l(a), and/or for the submission of special form 
drawings that feature figurative elements for filings under any 
Section of the Trademark Act. It is expected that on or after 
October 1, 1998, the TEAS system will be configured to allow 
filers to charge the filing fees associated with their submissions to 
various credit card accounts. However, if upgrades to the system 
that would allow credit card payments have not been completed by 
October 1, 1998, then filers wishing to submit applications using 
the TEAS system must maintain a deposit account with the PTO, 
to allow payment of the required filing fees. 


Before the application is submitted electronically, the applicant 
must print and personally sign and date a paper version of the 
application in permanent ink, pursuant to 37 C.F.R. 1.4(d). 
Applicants who submit applications electronically must also ex- 
ecute a verified statement, signed and dated by the applicant in 
permanent ink, stating that: (1) the information in the electronic 
submission is identical to the information in the paper application; 
and that (2) the applicant has adopted the symbol shown in the 
signature block on the electronic application to verify the contents 
of the application. These two documents should not be forwarded 
to the PTO, but should be retained by the applicant or the 
applicant’ s representative. 


Duration: It is anticipated that the pilot project will be in place for 
six months. However, this period may be extended if necessary. It 
is expected that upon conclusion of the pilot project, the Office will 
accept electronically filed applications as part of its regular 
business. It is also expected that the scope of the electronic filing 
project will be expanded to allow the electronic submission of 
documents other than applications for the registration of trade- 
marks and service marks. 


For the purpose of this pilot only, the following requirements are 
waived, effective October 1, 1998. 


Rule |.1(a) 


The requirement of 37 CFR 1.1(a) that communications intended 
for the Patent and Trademark Office must be mailed to the street 
address of the Office is waived. 


Rule 2.51(e) 


The requirement of 37 CFR 2.51(e) that an application for the 
registration of a mark that can be represented in typewritten form 
include a drawing of the mark in typed capital letters on a separate 
sheet of paper complying with the requirements of Section 2.52 is 
waived. 


Rules 2.52(b) & 2.52(c) 


The requirements of 37 CFR 2.52(b) and (c) that drawings must be 
made on paper is waived. 
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Rules 2.56 & 2.58(a) 


The requirement of 37 CFR 2.56 and 37 CFR 2.58(2) that 
applications under Section I(a) of the Act include three specimens 
of the trademark or service mark as used on or in connection with 
the goods or services in commerce is waived. Instead, applicants 
who wish to submit applications electronically must file only one 
specimen of the trademark or service mark as used on or in 
connection with the goods or services in commerce. 


Point of Contact for this Notice: 


Name: Craig Morris 

Telephone number: (703) 308-8910 ext. 36 
Fax number: (703) 308-9395 

e-mail: craig.morris@uspto.gov 


Mailing Address: 

Office of the Assistant Commissioner for Trademarks 

Suite 10B10 

2900 Crystal Drive 

Arlington, Virginia 22202-3513 

September 25, 1998 PHILIP G. HAMPTON II 
Assistant Commissioner 

for Trademarks 
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(240) Pilot for Filing Trademark Applications 


in an Electronic Environment 


Scope of Pilot Program: On or before November 30, 1997, the 
U.S. Patent and Trademark Office (PTO) will implement a pilot 
project to allow electronic filing of trademark applications. The 
pilot will be limited to applications filed under Sections 1(a), 1(b) 
and 44(d) of the Trademark Act. Applications based on Section 
44(e) of the Act will not be included in the pilot because of the 
added complexity involved in the transmission and receipt of 
documents certifying registration in an applicant’s country of 
origin. 


Requirements for Participation: The PTO will invite a small 
number of filers to participate in this pilot. Pilot participants must 
have access to the following: (1) a personal computer; and, (2) a 
specified computer network browser. Access to a scanner or digital 
camera for creating digitized images in gif or jpg format will be 
necessary for the submission of specimens required for applica- 
tions filed under Section I(a) and/or special form drawings 
containing figurative elements for filings under any Section of the 
Trademark Act. Participants must also maintain a deposit account 
with the PTO for payment of required filing fees. 


Before the application is submitted electronically, the applicant 
must print and maintain a paper application, and the application 
must be personally signed and dated by the applicant in permanent 
ink, pursuant to 37 C.F.R. 1.4(d). Participants also must create and 
maintain a verified statement, signed and dated by the applicant in 
permanent ink stating that: (1) the information in the electronic 
submission is identical to the information in the paper application; 
and, (2) the symbol shown in the signature block on the electronic 
application has been adopted by the applicant to verify the 
contents of the application. These two documents should not be 
forwarded to the PTO but should be retained by the applicant or 
the applicant’s representative. 


Duration: It is anticipated that the pilot project will run for sixty 
days. However, the period for the pilot project may be extended if 
necessary. After review and analysis of the pilot results, the PTO 
plans to broaden the scope of the electronic-filing program by 
inviting additional participants and accepting electronic submis 
sions of documents other than applications for the registration of 
trademarks and service marks. 
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For the purposes of this pilot only, the following requirements 
are waived. 


Rule 1.1(a) 


The requirement of 37 CFR 1.1(a) that communications intended 
for the Patent and Trademark Office must be mailed to the street 
address of the Office is waived. 


Rule 2.51 


The requirement of 37 CFR 2.51(e) that an application for the 
registration of a mark that can be represented in typewritten form 
include a drawing of the mark typed in capital letters on a separate 
sheet of paper complying with the requirements of Section 2.52 is 
waived. 


Rules 2.52(b) & 2.52(c) 


The requirements of 37 CFR 2.52(b) and (c) that drawings must be 
made on paper is waived. 


Rules 2.56 & 2.58(a) 


The requirement of 37 CFR 2.56 and 37 CFR 2.58(a) that 
applications under Section 1(a) of the Act include three specimens 
of the trademark or service mark as used on or in connection with 
the goods or services in commerce is waived. Instead, participants 
must electronically file only one specimen of the trademark or 
service mark as used on or in connection with the goods or services 
in commerce. 


Point of Contact for this Notice: 


Name: Craig Morris 
Telephone number: (703) 308-8910 ext. 36 
Fax Number: (703) 308-9395 


Mailing Address: 

Office of the Assistant Commissioner 
for Trademarks 

Suite 10B10 

2900 Crystal Drive 

Arlington, Virginia 22202-3513 

October 21, 1997 PHILIP G. HAMPTON, II 
Assistant Commissioner 

for Trademarks 
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Department of Commerce 
Patent and Trademark Office 
37 CFR Parts 1, 3, 5, 7, and 10 
[Docket #: 960606163-7130-02] 
RIN 0651-AA80 


Changes to Patent Practice and Procedure 
Agency: Patent and Trademark Office, Commerce. 
Action: Final Rule. 


Summary: The Patent and Trademark Office (Office) is amending 
the rules of practice to simplify the requirements of the rules, 
rearrange portions of the rules for better context, and eliminate 
unnecessary rules or portions thereof as part of a government-wide 
effort to reduce the regulatory burden on the American public. 
Exemplary changes include: (1) simplification of the procedure for 
filing continuation and divisional applications; (2) amendment of a 
number of rules to permit the filing of a statement that errors were 
made without deceptive intent, without a requirement for a further 
showing of facts and circumstances; and (3) elimination of the 
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requirement that the inventorship be named in an application on 
the day of its filing, which eliminates the need for certain petitions 
to correct inventorship. 


Effective Date: December 1, 1997. 


For Further Information Contact: Hiram H. Bernstein or Robert 
W. Bahr, Senior Legal Advisors, by telephone at (703) 305-9285, 
or by mail addressed to: Box Comments--Patents, Assistant 
Commissioner for Patents, Washington, DC 20231 marked to the 
attention of Mr. Bernstein or by facsimile to (703) 308-6916. 


Supplementary Information: This rule change implements the 
Administration’s program of reducing the regulatory burden on the 
American public in accordance with the changes proposed in the 
Notice of Proposed Rulemaking entitled “1996 Changes to Patent 
Practice and Procedure” (Notice of Proposed Rulemaking), pub- 
lished in the Federal Register at 61 FR 49819 (September 23, 
1996), and in the Official Gazette at 1191 Off. Gaz. Pat. Office 105 
(October 22, 1996). The changes involve: (1) simplification of 
procedures for filing continuation and divisional applications, 
establishing lack of deceptive intent in reissues, petition practice, 
and in the filing of papers correcting improperly requested small 
entity status; (2) elimination of unnecessary requirements, such as 
certain types of petitions to correct inventorship under § 1.48; (3) 
removal of rules and portions thereof that merely represent 
instructions as to the internal management of the Office more 
appropriate for inclusion in the Manual of Patent Examining 
Procedure (MPEP); (4) rearrangement of portions of rules to 
improve their context; and (5) clarification of rules to aid in 
understanding of the requirements that they set forth. 


Changes to proposed rules: This Final Rule contains a number of 
changes to the text of the rules as proposed for comment. The 
significant changes (as opposed to additional grammatical correc- 
tions) are discussed below. Familiarity with the Notice of Proposed 
Rulemaking is assumed. 


Discussion of Specific Rules and Response to Comments: 
Forty-three written comments were received in response to the 
Notice of Proposed Rulemaking. The written comments have been 
analyzed. For contextual purposes, the comment on a specific rule 
and response to the comment are provided with the discussion of 
the specific rule. Comments in support of proposed rule changes 
generally have not been reported in the responses to comments 
sections. 


Title 37 of the Code of Federal Regulations, Parts |, 3, 5. 7, and 
10 are amended as follows: 


Part 1: 


Section 1.4: Section 1.4, paragraphs (d)(1) and (2), are amended to 
be combined into § 1.4 paragraphs (d){1)(i) and (d)(1)(ii). Section 
1.4(d)(1)(ii) is also amended to include the phrase “direct or 
indirect copy” to clarify that the copy of the document(s) consti- 
tuting the correspondence submitted to the Office may be a copy of 
a copy (of any generation) of the original document(s), or a direct 
copy of the original document(s). 


Section 1.4(d)(2) is amended to provide that the presentation to the 
Office (whether by signing, filing, submitting, or later advocating) 
of any paper by a party, whether a practitioner or non-practitioner, 
constitutes a certification under § 10.18(b), and that violations of 
§ 10.18(b)(2) may subject the party to sanctions under § 10.18(c). 
That is, by presenting a paper to the Office, the party is making the 
certifications set forth in § 10.18(b), and is subject to sanctions 
under § 10.18(c) for violations of § 10.18(b)(2), regardiess of 
whether the party is a practitioner or non-practitioner. The sen- 
tence “[a}ny practitioner violating § 10.18(b) may also be subject 
to disciplinary action” clarifies that a practitioner may be subject to 
disciplinary action in lieu of or in addition to sanctions under § 
10.18(c) for violations of § 10.18(b). 


Section 1.4(d)(2) is amended so that the certifications set forth in 
§ 10.18(b) are automatically made upon presenting any paper to 
the Office by the party presenting the paper. The amendments to §§ 
1.4(d) and 10.18 support the amendments to §§ 1.6, 1.8, 1.10, 1.27, 
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1.28,1.48, 1.52, 1.55, 1.69, 1.102, 1.125, 1.137, 1.377, 1.378, 
1.804, 1.805, (§§ 1.821 and 1.825 will be reviewed at a later date 
in connection with other matters), 3.26, and 5.4 that delete the 
requirement for verification (MPEP 602) of statements of facts by 
applicants and other parties who are not registered to practice 
before the Office. The absence of a required verification has been 
a source of delay in the prosecution of applications, particularly 
where such absence is the only defect noted. The change to §§ 
1.4(d) and 10.18 automatically incorporates required averments 
thereby eliminating the necessity for a separate verification for 
each statement of facts that is to be presented, except for those 
instances where the verification requirement is retained. Similarly, 
the amendments to §§ 1.4(d) and 10.18 support an amendment to 
§ 1.97 (§§ 1.637 and 1.673 will be reviewed at a later date in 
connection with other matters) that changes the requirements for 
certifications to requirements for statements. This change in 
practice does not affect the separate verification requirement for an 
oath or declaration under § 1.63, affidavits or declarations under §§ 
1.130, 1.131, and 1.132, or statements submitted in support of a 
petition under § 5.25 for a retroactive license. The statements in §§ 
1.494(e) and 1.495(f) that verification of translations of documents 
filed in a language other than English may be required is also 
maintained, as such requirements are made rarely and only when 
deemed necessary (e.g.. when persons persist in translations which 
appear on their face to be inaccurate). The requirements for 
certification of service on parties in §§ 1.248, 1.510, 1.637 and 
10.142 are also maintained. 


Section 1.4 is also amended to add a new paragraph (g) related to 
an applicant who has not made of record a registered attorney or 
agent being required to state whether assistance was received in 
the preparation or prosecution of a patent application. This is 
transferred from § 1.33(b) for consistent contextual purposes. 


Section 1.6: Section 1.6(d)(3) is amended to provide that continued 
prosecution applications under § 1.53(d) may be transmitted to the 
Office by facsimile. However, the procedures described in 1.8 do 
not apply to, and no benefit under § 1.8 will be given to, a 
continued prosecution application under § 1.53(d). That is, an 
applicant may file a continued prosecution application by facsimile 
transmission, but the filing date accorded such continued prosecu- 
tion application will be the date the complete transmission of the 
continued prosecution application is received in the Office. For 
example, a continued prosecution application transmitted by 
facsimile from California at 10:30 pm (Pacific time) on November 
18, 1997, and received in the Office at 1:30 am (Eastern time) on 
November 19, 1997, will be accorded a filing date of November 
19, 1997. An applicant filing a continued prosecution application 
by facsimile transmission bears the responsibility of transmit ting 
such application in a manner and at a time that will ensure its 
complete and timely (§ 1.53(d)(1)(ii)) receipt in the Office. 


An applicant filing an application under § 1.53(d) (a continued 
prosecution application) by facsimile must include an authoriza- 
tion to charge (at least) the basic filing fee to a deposit account, or 
the application must be treated under § 1.53(f) as having been filed 
without the basic filing fee (as fees cannot otherwise be transmit- 
ted by facsimile). To avoid paying the late filing surcharge under 
§ 1.16(e), an application (including an application under § 1.53(d)) 
must include the basic filing fee (§ 1.16(e)). As such, payment of 
the basic filing fee for an application under § 1.53(d) on any date 
later than the filing date of the application under § 1.53(d) (even if 
paid within the period for reply to the last action in the prior 
application) is ineffective to avoid the late filing surcharge under 
§ 1.16(e). Therefore, unless an application under § 1.53(d) filed by 
facsimile includes an authorization to charge the basic filing fee to 
a deposit account, the applicant will be given a notification 
requiring payment of the appropriate filing fee (§ 1.53(d)(3)) and 
the late filing surcharge under § 1.16(e) to avoid abandonment of 
the 1.53(d) application. 


Section 1.6(d)(3) is also amended to delete the reference to 
§ 1.8(a)(2)(ii)(D) as this paragraph was deleted in the Final Rule 
entitied “Communications with the Patent and Trademark Office” 
(“Communications with the Office”), published in the Federal 
Register at 61 FR56439, 56443 (November |, 1996), and in the 
Official Gazette at 1192 Off. Gaz. Pat. Office 95 (November 26, 
1996). 
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Section 1.6(d)(6) is amended to reflect the transfer of material 
from §§ 5.6, 5.7, and 5.8 to 5.1 through §§ 5.5. 


Section 1.6(e)(2) is amended to remove the requirement that the 
statement be verified in accordance with the change to §§ 1.4(d)(2) 
and 10.18. 


Section 1.6(f) is added to provide for the situation in which the 
Office has no evidence of receipt of an application under § 1.53(d) 
(a continued prosecution application) transmitted to the Office by 
facsimile transmission. Section 1.6(f) requires that a showing 
thereunder include, inter alia, a copy of the sending unit’s report 
confirming transmission of the application under § 1.53(d) or 
evidence that came into being after the complete transmission of 
the application under § 1.53(d) and within one business day of the 
complete transmission of the application under § 1.53(d). There- 
fore, applicants are advised to retain copies of the sending unit’s 
reports in situations in which such unit is used to transmit 
applications under § 1.53(d) to the Office or otherwise maintain a 
log book of the transmission of any application under § 1.53(d) to 
the Office. See also “Communications with the Patent and Trade- 
mark Office” Final Rule 


No comments were received regarding the proposed change to § 
1.6. 


Section 1.8: Section 1.8(a)(2)(i(A) is amended to specifically refer 
to a request for a continued prosecution application under 
§ 1.53(d) as a correspondence filed for the purposes of obtaining 
an application filing date, which is excluded by § 1.8(a)(2)(i)(A) 
from the procedure set forth in § 1.8. The purpose of this 
amendment is to render it clear that, notwithstanding that a 
continued prosecution application under § 1.53(d) may be filed by 
facsimile transmission, the procedure set forth in § 1.8 does not 
apply to a request for a continued prosecution application under 
§ 1.53(d) (or any correspondence filed for the purpose of obtaining 
an application filing date). That is, the date on the certificate of 
transmission ( §1.8(a)) of an application under § 1.53(d) is not 
controlling (or even relevant), in that an application under 
§ 1.53(d) (a continued prosecution application) filed by facsimile 
transmission will not be accorded a filing date as of the date on the 
certificate of transmission (§ 1.8(a)), unless Office records indi- 
cate, or applicant otherwise establishes pursuant to § 1.6(f), receipt 
in the Office of the complete application under § 1.53(d) on the 
date on the certificate of transmission, and that date is not a 
Saturday, Sunday, or Federal holiday. 


Section 1.8(b)(3) is amended to remove the requirement that the 
statement be verified in accordance with the change to §§ 1.4(d)(2) 
and 10.18. 


Section 1.9: Section 1.9(d) is amended to define a small business 
concern as used in 37 CFR Chapter I as any business concern 
meeting the size standards set forth in 13 CFR Part 121 to be 
eligible for reduced patent fees. The regulations of the Small 
Business Administration (SBA) set forth the size standards of a 
business concern to be eligible for reduced patent fees. See 13 CFR 
121.802. Thus, the language in 1.9(d) duplicating such size 
standards is deleted as redundant, and to avoid confusion in the 
event that such size standards are subsequently changed by the 
SBA. The MPEP will include SBA’s regulations concerning size 
standards for a business concern to be eligible for reduced patent 
fees. 


Section 1.9(f) is amended to add the phrase “eligible for reduced 
patent fees” to clarify that a small entity as used in 37 CFR Chapter 
I is limited to an independent inventor, a small business concern or 
a non-profit organization that is eligible for reduced patent fees 
under 35 U.S.C. 41(h)(1). 


Section 1.10: Sections 1.10(d) and (e) are amended to remove the 
requirement for a statement that is verified. 


Comment |: One comment suggested that § 1.10 be amended to 
clearly set forth the controlling date for correspondence filed by 
“Express Mail” under § 1.10. 
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Response: Section 1.10 was substantially amended in the “Com- 
munications with the Office” Rule Final (discussed supra). Section 
1.10(a) as amended in the aforementioned Final Rule provides 
that: (1) correspondence received by the Office that was delivered 
by the “Express Mail Post Office to Addressee” service of the 
United States Postal Service (USPS) under § 1.10 will be consid- 
ered filed in the Office on the date of deposit with the USPS; (2) 
the date of deposit with the USPS is shown by the “date-in” on the 
“Express Mail” mailing label or other official USPS notation; and 
(3) if the USPS deposit date cannot be determined, the correspon- 
dence will be accorded the Office receipt date as the filing date. 


Section 1.11: Section 1.11(b) is amended to provide that the filing 
of a continued prosecution application under § 1.53(d) of a reissue 
application will not be announced in the Official Gazette. Although 
the filing of a continued prosecution application of a reissue 
application constitutes the filing of a reissue application, the 
announcement of the filing of such continued prosecution appli- 
cation would be redundant in view of the announcement of the 
filing of the prior reissue application in the Official Gazette. 


Section 1.14: Section 1.14(a) is amended to: (1) clarify the 
provisions of § 1.14(a); (2) provide that copies of an application- 
as-filed may be provided to any person on written request 
accompanied by the fee set forth in § 1.19(b), without notice to the 
applicant, if the application is incorporated by reference in a U.S. 
patent; and (3) treat applications in the file jacket of a pending 
application under § 1.53(d) as pending rather than abandoned in 
determining whether copies of, and access to, such applications 
will be granted. 


Under current practice, the public is entitled to access to the 
original disclosure (or application-as-filed) of an application, when 
the application is incorporated by reference into a U.S. patent. See 
In re Gallo, 231 USPQ 496 (Comm’r Pat. 1986). Section 
1.14(a)(2) is added to avoid the need for a petition under § 1.14(e) 
to obtain a copy of the original disclosure (or application-as-filed) 
of an application that is incorporated by reference into a U.S. 
patent. 


Section 1.14 is also amended to add a paragraph (f) to recognize 
the change to § 1.47(a) and(b) which add exceptions to maintain- 
ing pending applications in confidence by providing public notice 
to nonsigning inventors of the filing of a patent application. 


Comment 2: One comment stated that the change from “applica- 
tions preserved in secrecy” to “applications preserved in confi- 
dence” suggests a lower level of security for the applications 
permitting greater discovery by third parties. 


Response: The term “secrecy” in § 1.14 was changed to “confi- 
dence” in the Final Rule entitled “Miscellaneous Changes in 
Patent Practice” (“Miscellaneous Changes in Patent Practice”), 
published in the Federal Register at 61 FR 42790 (August 19, 
1996), and in the Official Gazette at 1190 Off. Gaz. Pat. Office 67 
(September 17, 1996). This change did not represent a change in 
practice, but merely conformed the language of§ 1.14 to that of 35 
U.S.C. 122 (the term “secrecy” is a term of art in regard to matters 
of national security, and its former use in § 1.14 was inappropri- 
ate). 


Section 1.16: Section 1.16 is amended to add new paragraphs (m) 
and (n) including the unassociated text following paragraphs (d) 
and (1). 


No comments were received concerning § 1.16. 


Section 1.17: Section 1.17 (and § 1.136(a)) adds a recitation to an 
extension of time fee payment for a reply filed within a fifth month 
after a nonstatutory or shortened statutory period for reply was set. 


Section 1.17(a) is subdivided into paragraphs (a)(1) through (a)(5), 
with paragraphs (a)(1)through (a)(4) setting forth the amounts for 
one-month through four-month extension fees. Section 1.17(a)(5) 
provides the small entity and other than small entity amounts for 
the new fifth-month extension fee. 
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Section 1.17(a) is being amended to permit a petition for a 
fifth-month extension of time. As the Office may set a shortened 
statutory period for reply of one-month or thirty days, whichever 
is longer, this authority for a petition under § 1.136(a) will permit 
an applicant to extend the period for reply until the six-month 
statutory maximum (35 U.S.C. 133) without resorting to a petition 
under § 1.136(b), or to extend by five months, pursuant to § 
1.136(a), a non-statutory period for taking action (e.g., the time 
period in § 1.192(a) for filing an appeal brief). 


Section 1.17 paragraphs (e), (f), and (g) are rewritten as § 1.17 
paragraphs (b), (c), and (d). 


Section |.17(h) is amended to delete references to petitions under 
§§ 1.47, 1.48, and 1.84. Sections 1.47, 1.48, and 1.84(a) and (b) are 
amended to contain a reference to the petition fee set forth in § 
1.17(i), rather than the petition fee set forth in § 1.17(h). 


Section 1.17(i) is amended to: (1) add a petition under § 1.41 to 
supply the name(s) of the inventor(s) after the filing date without 
an oath or declaration as prescribed by § 1.63, excepting provi- 
sional applications; (2) add a petition under § 1.47 for filing by 
other than all the inventors or a person not the inventor; (3) add a 
petition under § 1.48 for correction of inventorship, except in 
provisional applications; (4) add a petition under § 1.59 for 
expungement and return of information; (5) delete the references 
to petitions under §§ 1.60 and 1.62 in view of the deletion of §§ 
1.60 and 1.62; (6) add a petition under § 1.84 for accepting color 
drawings or photographs; and (7) add a petition under § 1.91 for 
entry of a model or exhibit. 


Section |.17(q) is amended to add a petition under § 1.41 to supply 
the name(s) of the inventor(s) after the filing date without a cover 
sheet as prescribed by § 1.51(c)(1) in a provisional application. 


Section 1.17, as well as §§ 1.103, 1.112, 1.113, 1.133, 1.134, 
1.135, 1.136, 1.142, 1.144, 1.146, 1.191, 1.192, 1.291, 1.294, 
1.484, 1.485, 1.488, 1.494, 1.495, (§ 1.530, 1.550, 1.560, 1.605, 
1.617, 1.640, and 1.652 will be reviewed at a later date in 
connection with other matters), 1.770, 1.785, (§ 1.821 will be 
reviewed at a later date in connection with other matters), and 5.3 
are also amended to replace the phrases “response” and “respond” 
with the phrase “reply” for consistency with § 1.111. 


Comment 3: One comment questioned why the terms “respond” 
and “response” in the rules of practice were being replaced with 
the term “reply.” 


Response: It is appropriate to use a single term (“reply”) through- 
out the rules of practice, to the extent possible, to refer to that 
“reply” by an applicant to an Office action required to avoid 
abandonment and continue prosecution. 


Comment 4: At least one comment noted that there is no statutory 
authority under 35 U.S.C. 41(a)(8)(C) for the $2,010 amount set 
for the fifth month extension of time. 


Response: While the Notice of Proposed Rulemaking proposed a 
fifth month extension fee of $2010, a Notice of Proposed Rule- 
making entitled “Revision of Patent and Trademark Fees for Fiscal 
Year 1998” (“1998 Fee Revision”), published in the Federal 
Register at 62 FR 24865 (May 7, 1997), and in the Official Gazette 
at 1198 Off. Gaz. Pat. Office 97 (May 27, 1997), proposed that this 
fee be set at $2060. The Office is now adopting the $2060 fifth 
month extension fee as proposed in the “1998 Fee Revision” 
Notice of Proposed Rulemaking. 


Under 35 U.S.C. 41(a)(8)(C) (1991), the Commissioner is autho- 
rized to charge $340 for any third or subsequent petition for a 
one-month extension of time. However, under 35 U.S.C. 41(f), the 
additional fee established pursuant to 35 U.S.C. 41(a)(8)(C) for a 
subsequent petition for a one-month extension of time has been 
increased to $560 (i.e., $560 is the current difference (established 
under 35 U.S.C. 41(a)(8)(C)) between the $1510 fee for a 
four-month extension of time and the $950 three-month extension 
of time). The $1510 fee for a four-month extension of time plus the 
$560 fee for an additional month is $2070 (this differs from the 
$2060 fee proposed in the “1998 Fee Revision” Notice of 
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Proposed Rulemaking due to rounding). Therefore, the Office is 
authorized under 35 U.S.C. 41(a)(8) to establish a fee of $2060 for 
a five-month extension of time. 


Section 1.21: Section 1.21(1) is amended for consistency with § 
1.53, and § 1.21(n) is amended to change the reference to an 
improper application under § 1.60 or 1.62 to a reference to an 
application in which proceedings are terminated pursuant to § 
1.53(e). 


No comments were received regarding the proposed change to § 
1.21. 


Section 1.26: Section 1.26(a) is amended to better track the 
statutory language of 35 U.S.C. 42(d) and to add back language 
relating to refunds of fees paid that were not “required” that was 
inadvertently dropped in the July 1, 1993, publication of title 37 
CFR, and from subsequent publications. 


No comments were received regarding the proposed change to § 
1.26. 


Section 1.27: Section 1.27 paragraphs (a) through (d) are amended 
to remove the requirement that a statement filed thereunder be 
“verified,” and to replace “aver” and “averring” with “state” and 
“stating.” See comments relating to § 1.4(d). Section 1.27(b) is 
also amended for clarification with the movement of a clause 
relating to “any verified statement” within a sentence. 


No comments were received regarding the proposed change to § 
1.27. 


Section 1.28: Section 1.28(a) is amended to remove the require- 
ment for a statement that is “verified.” See comments relating to § 
1.4(d). 


Section 1.28(a) is also amended to provide that a new small entity 
statement is not required for a continuing or reissue application 
where small entity status is still proper and reliance is placed on a 
reference to a small entity statement filed in a prior application or 
patent or a copy thereof is supplied. Section 1.28(a) is further 
amended to state that the payment of a small entity basic statutory 
filing fee in a nonprovisional application, which claims benefit 
under 35 U.S.C. 119(e), 120, 121, or 365(c) of a prior application 
(including a continued prosecution application) or in a reissue 
application, where the prior application or the patent has small 
entity status, will constitute a reference in the continuing or reissue 
application to the small entity statement in the prior application or 
in the patent, thereby establishing small entity status in such a 
nonprovisional application. 


Section |.28(a) is also amended to require a new determination of 
continued entitlement to small entity status for continued prosecu- 
tion applications filed under § 1.53(d) and to clarify that the 
refiling of applications as continuations, divisions and continua- 
tion-in-part applications and the filing of reissue applications also 
require a new determination of continued entitlement to small 
entity status prior to reliance on small entity status in a prior 
application or patent. 


Comment 5: One comment asked whether the change to § 1.28 
regarding small entity requires that a small entity statement be 
filed with each continuing application. 


Response: While the filing of a continuing application requires a 
new determination of entitlement to small entity status, § 1.28(a) 
continues to permit reliance on a small entity statement filed in a 
prior application for nonprovisional continuing applications. 


Section 1.28(c) is amended to remove the requirement for a 
statement of facts explaining how an error in payment of a small 
entity fee(s) occurred in good faith and how and when the error 
was discovered. A fee deficiency payment under § 1.28(c) must 
include the difference between fee(s) originally paid as a small 
entity and the other than small entity fee(s) in effect at the time of 
payment of the complete fee deficiency. A fee deficiency payment 
under § 1.28(c) will be treated as a representation by the party 
submitting the payment that small entity status was established in 
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good faith and that the original payment of small entity fees was 
made in good faith. Any paper submitted under § 1.28(c) will be 
placed in the appropriate file without review after the processing of 
any check or the charging of any feed efficiency payment specifi- 
cally authorized. 


Comment 6: One comment suggested that § 1.28(c) be amended to 
clarify current Office practice regarding the acceptance of papers 
under § 1.28(c)(2) in light of two recent District Court decisions: 
(1) Haden Schweitzer Corp. v. Arthur B. Myr Industries, Inc., 901 
F.Supp. 1235, 36 USPQ2d 1020 (E.D. Mich. 1995); and (2) DH 
Technology, Inc. v. Synergstex International, Inc., 937 F. Supp. 
902, 40 USPQ2d 1754 (N.D. Cal. 1996). 


Response: The Office is also aware of a recent District Court 
decision in Jewish Hospital of St. Louis v. Idexx Laboratories, 951 
F. Supp 1, 42 USPQ2d 1720 (D. Me. 1996), that relies on § 
1.28(c)(2) exclusively. The changes to § 1.28(c) are not directed to 
the issue of whether § 1.28(c)(2) must be viewed as the exclusive 
remedy. Nevertheless, an applicant or patentee can avoid undesir- 
able results by not claiming small entity status unless it is 
absolutely certain that the applicant or patentee is entitled to small 
entity status (i.e., resolving any doubt,uncertainty, or lack of 
information in favor of payment of the full fee). See MPEP 509.03 
(“Small entity status must not be established unless the person or 
persons signing the . . . statement can unequivocally make the 
required self-certification” (emphasis added)). 


Section 1.33: Section 1.33 is amended to no longer provide that the 
required residence and post office address of the applicant can 
appear elsewhere than in the oath or declaration under § 1.63. 
Section 1.63(a)(3) is amended to require that the post office 
address as well as the residence be identified therein and not 
elsewhere. Permitting the residence to be elsewhere in the appli- 
cation other than the oath or declaration, as was in 1.33(a), would 
be inconsistent with unamended § 1.63(c) that states that the 
residence must appear in the oath or declaration. The requirement 
for placement of the post office address is equivalent to the 
requirement for the residence to eliminate confusion between the 
two, which often are the same destination and are usually provided 
in the oath or declaration. The reference in § 1.33(a) to the 
assignee providing a correspondence address has been moved 
within § 1.33(a) for clarification. Other clarifying language in- 
cludes a reference to § 1.34(b), use of the terms “provided,” 
“furnished” rather than “notified,” and “application” rather than 
“case,” and deletion of the expression “of which the Office.” 


The former language of § 1.33(b) is transferred to new § 1.4(g). 
Section 1.33(b) is amended to set forth the signature requirement 
for papers filed in an application (formerly in § 1.33(a)). Section 
1.33(b) is specifically amended to provide that amendments and 
other papers filed in an application must be signed by: (1) an 
attorney or agent of record appointed in compliance with § 
1.34(b); (2) a registered attorney or agent not of record who acts in 
are presentative capacity under the provisions of § 1.34(a); (3) the 
assignee of record of the entire interest (if there is such); (4) an 
assignee of record of an undivided part interest (if there is such), 
so long as the amendment or other paper is also signed by any 
assignee(s) of the remaining interest and any applicant retaining an 
interest; or (5) all of the applicants, including applicants under §§ 
1.42, 1.43 and 1.47, unless there is an assignee of record of the 
entire interest and such assignee has chosen to prosecute the 
application to the exclusion of the applicant(s), and, as such, has 
taken action in the application in accordance with §§ 3.71 and 
3.73. This is not a change in practice, but simply a clarification of 
current signature requirements. 


No comments were received regarding the proposed change to § 
1.33. 


Section 1.41: Section 1.41(a) (and § 1.53) is amended to no longer 
require that a patent be applied for in the name of the actual 
inventors for an application for patent to be accorded a filing date. 
The requirement for use of full names is moved to § 1.63(a) for 
better context. Section 1.41(a) is specifically amended: (1) to 
provide that a patent is applied for in the name(s) of the actual 
inventor(s); (2) to add paragraphs (a)(1) and (a)(2) indicating how 
the inventorship is set forth in a nonprovisional and provisional 
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application; and (3) to add paragraph (a)(3) indicating the need for 
an identifier consisting of alphanumeric characters if no name of 
an actual inventor is provided. 


Section 1.41(a)(1) provides that the inventorship of a nonprovi- 
sional application is that inventorship set forth in the oath or 
declaration as prescribed by § 1.63, except as provided for in §§ 
1.53(d)(4) and 1.63(d). Section 1.41(a)(1) also provides that if an 
oath or declaration as prescribed by § 1.63 is not filed during the 
pendency of a nonprovisional application, the inventorship is that 
inventorship set forth in the application papers filed pursuant to § 
1.53(b), unless a petition under this paragraph accompanied by the 
fee set forth in § 1.17(i) is filed supplying the name(s) of the 
inventor(s). 


Section 1.41(a)(2) provides that the inventorship of a provisional 
application is that inventorship set forth in the cover sheet as 
prescribed by § 1.51(c)(1). Section 1.41(a)(2) also provides that if 
a cover sheet as prescribed by § 1.51(c)(1) is not filed during the 
pendency of a provisional application, the inventorship is that 
inventorship set forth in the application papers filed pursuant to § 
1.53(c), unless a petition under this paragraph accompanied by the 
fee set forth in § 1.17(q) is filed supplying the name(s) of the 
inventor(s). 


35 U.S.C. 120 and § 1.78(a) require, inter alia, that an application 
have at least one inventor in common with a prior application to 
obtain the benefit of the filing date of such application. Consider- 
ing the executed oath or declaration (or cover sheet in a provi- 
sional application) the sole mechanism for naming the inventor(s) 
would operate as a trap in the event that an application were 
abandoned prior to the filing of an oath or declaration in favor of 
a continuing application (or in the event that a cover sheet was not 
filed in a provisional application). To avoid this result, § 1.41 as 
adopted provides that the inventorship is that inventorship named 
in an executed oath or declaration under § 1.63 (or in the cover 
sheet under § 1.51(c)(1) in a provisional application), but that if no 
executed oath or declaration under § 1.63 (or cover sheet under § 
1.51(c)(1) in a provisional application) is filed during the pendency 
of the application, the inventorship will be considered to be the 
inventor(s) named in the original application papers. 


In the peculiar situation in which no inventor is named in the 
original application papers (or the correct inventor(s) are not 
named in the original application papers), and no executed oath or 
declaration under § 1.63 (or cover sheet under § 1.51(c)(1) in a 
provisional application) is filed during the pendency of the 
application, it will be necessary for the applicant to file a petition 
under § 1.41(a) (and appropriate fee) to name the inventor(s). No 
explanation (other than that the paper is supplying or changing the 
name(s) of the inventor(s)) or showing off acts concerning the 
inventorship or any delay in naming the inventorship is required or 
desired in a petition under § 1.41(a). The petition fee is required to 
cover (or defray in a provisional application) the costs of updating 
the Office’s records for the application. 


Where no inventor(s) is named on filing, the Office requests that an 
identifying name be submitted for the application. The use of very 
short identifiers should be avoided to prevent confusion. Without 
supplying at least a unique identifying name the Office may have 
no ability or only a delayed ability to match any papers submitted 
after filing of the application and before issuance of an identifying 
application number with the application file. Any identifier used 
that is not an inventor’s name should be specific, alphanumeric 
characters of reasonable length, and should be presented in such a 
manner that it is clear to application processing personnel what the 
identifier is and where it is to be found. It is strongly suggested that 
applications filed without an executed oath or declaration under §§ 
1.63 or 1.175 include the name of the person(s) believed to be the 
inventor for identification purposes. Failure to apprise the Office of 
the application identifier being used may result in applicants 
having to resubmit papers that could not be matched with the 
application and proof of the earlier receipt of such papers where 
submission was time dependent. 


As any inventor(s) named in the original application papers is 
considered to be the inventor(s) only when no oath or declaration 
under § 1.63 is filed in a nonprovisional application or cover sheet 
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under § 1.51(c)(1) filed in a provisional application, the recitation 
of the inventorship in an application submitted under § 1.53(b) or 
(d) without an executed oath or declaration or cover sheet, 
respectively, for purposes of identification may be changed merely 
by the later submission of an oath or declaration executed by a 
different inventive entity without recourse to a petition under §§ 
1.41 or 1.48. 


Comment 7: One comment noted that when an application is filed 
only an alphanumeric identifier may be used, which would of 
necessity require a correction of inventorship, and questioned how 
a verified statement under § 1.48(a) could be filed as there would 
be no person to sign such statement, whether the Office will 
require that the name(s) of the inventor(s) be submitted within a 
specified period, and whether the filing date will be lost if the 
name(s) of the inventor(s) is not submitted within such period. 


Response: The name(s) of the inventor(s) in a nonprovisional 
application are provided in the oath or declaration under § 1.63 (§ 
1.41(a)(2)) and the name(s) of the inventor(s) in a provisional 
application are provided in the cover sheet (§ 1.41(a)(3)). Thus, an 
application filed without the name(s) of the inventor(s) must also 
have been filed without an oath or declaration under § 1.63 
(nonprovisional) or cover sheet (provisional). 


The Office will set a time period in a nonprovisional application 
filed without an oath or declaration under § 1.63 for the filing of 
such an oath or declaration (§ 1.53(f)). The Office will set a time 
period in a provisional application filed without a cover sheet for 
the filing of such cover sheet (§ 1.53(g)). The subsequently filed 
oath or declaration or cover sheet will provide the name(s) of the 
inventor(s). No petition under § 1.48(a) would be required where 
there was an alphanumeric identifier (and not a name of a person) 
or where the person(s) set forth as the inventor(s) was incorrect. 


In the event that an oath or declaration or cover sheet is not timely 
filed, the application will become abandoned and the inventorship 
will be considered to be the inventor(s) named in the original 
application papers. The failure to timely file an oath or declaration, 
cover sheet, or the name(s) of the inventor(s) is not a filing date 
issue. 


Comment 8: One comment thought that the proposed change 
eliminating the need to identify any inventor would lead to sloppy 
filing procedures and that it should in almost all cases be possible 
for practitioners to correctly identify the inventors at the time of 
filing. 


Response: Experience has demonstrated that a significant number 
of applications filed under § 1.53(b) without an executed oath or 
declaration have been filed with incorrect inventorships with 
explanations running from “there was no time to investigate the 
inventorship” to “the inventors contacted either did not understand 
the inventorship requirements under U.S. patent law or did not 
appreciate that the claims as filed included or did not include the 
contribution of the omitted or erroneously added inventor.” Addi- 
tionally, Office experience is that while almost all § 1.48(a) 
petitions concerning such matters are eventually granted, only a 
small percentage are granted on the initial petition thereby causing 
a prolonged prosecution period, which is undesirable in view of 
the amendment to 35 U.S.C. 154 contained in the Uruguay Round 
Agreements Act (URAA), Pub. L. 103-465, 108 Stat. 4809 (1994). 


Section 1.47: Section 1.47 paragraphs (a) and (b) are amended, 
pursuant to 35 U.S.C. 116 and 35 U.S.C 118, to provide for 
publication in the Official Gazette of a notice of filing for all 
applications, except for continued prosecution applications under § 
1.53(d), submitted under this section rather than only when notice 
to the nonsigning inventor(s) is returned to the Office undelivered 
or when the address of the nonsigning inventor(s) is unknown. The 
information to be published, after grant of the § 1.47 petition, will 
include: The application number, filing date, invention title and 
name(s) of the nonsigning inventor(s). Letters returned as unde- 
liverable are difficult to match with the related application file, and 
when matched with the file, the applications are burdensome to 
flag as requiring further action by the Office. Accordingly, the 
return of letters is not a desirable means of triggering publication 
of a notice to a nonsigning inventor as to the filing of the 
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application. Furthermore, when a returned letter is used as such a 
trigger, another review of the application must be made for 
returned correspondence. As the best time for review of returned 
letters is after allowance, but before issuance, of an application, 
processing of the application would be delayed and done at a time 
that could be best used for printing related processing require- 
ments. Printing of notice of the filing of all applications wherein § 
1.47 status is granted does not require any such review to be made. 
In order to best balance the obligation of providing notice to 
inventors and efficient processing of applications, notice in the 
Official Gazette of the filing of § 1.47 applications will be prepared 
essentially at the same time that the letter notice is directly sent to 
the nonsigning inventor. 


Paragraphs (a) and (b) of this section are also amended to exclude 
the filing of continued prosecution applications under § 1.53(d) 
from the notice requirement. 


Section 1.47 is also amended for clarification purposes. A refer- 
ence to an “omitted inventor’ in § 1.47(a) is replaced with 
“nonsigning inventor.” The statements in § 1.47 paragraphs (a)and 
(b) that a patent will be granted upon a satisfactory showing to the 
Commissioner are deleted as unnecessary. Section 1.47(b) is 
amended to clarify that it applies only where none of the inventors 
are willing or can be found to sign the oath or declaration by 
substitution of “an inventor” by “all the inventors.” The use of 
“must state” in regard to the last known address is deleted as 
redundant in view of the explicit requirement for such address in 
the rule. The sentence in § 1.47(b) referring to the filing of the 
assignment, written agreement to assign or other evidence of 
proprietary interest is deleted as redundant in view of the require- 
ment appearing earlier in § 1.47(b) calling for “proof of pertinent 
facts.” 


Comment 9: One comment believed that the amendment to § 
1.47(b) results in a change in practice permitting an assignee to 
proceed thereunder only where all the inventors refuse to sign, and 
that the assignee should not be precluded from making the 
required declaration where only one inventor refuses to cooperate 
as the other inventors may not have personal knowledge of the 
facts. Response: 


While the specific language of § 1.47(b) is amended to recite the 
condition that “all the inventors refuse to execute an application” 
the prior use of the term “inventor” was intended to mean and was 
interpreted as meaning all inventors. See MPEP 409.03(b). Ac- 
cordingly, the language clarification is not a change in practice. 


Although it is unclear as to what particular “facts” the comment is 
addressed to that the other inventors would not have personal 
knowledge of, facts as to the inventorship of the noncooperating 
inventor would better lie with the other inventors who are after all 
required to be joint inventors, 35 U.S.C. 116, and therefore the 
other inventors should have the best knowledge of the facts 
required for a declaration under § 1.63. Any declaration of facts, in 
support of the petition, to show, e.g., that an inventor has refused 
to sign a declaration after having been given an opportunity to do 
so, should be made by someone with first-hand knowledge of the 
events, such as the attorney who presented the inventor with the 
application papers. 


Section 1.48; Section 1.48 provides for correction of inventorship 
in an application (other than a reissue application). Section 1.324 
provides for correction of inventorship in a patent. Sections 1.171 
and 1.175 provide for correction of inventorship in a patent via a 
reissue application. 


Section 1.48 is amended in its title to clarify that the section 
concerns patent applications, other than reissue applications, and 
not patents. Where a patent names an incorrect inventive entity, the 
inventorship error may be corrected by reissue. See MPEP 1402. 
Where a reissue application names an incorrect inventive entity in 
the executed reissue oath or declaration (whether the reissue 
application is filed for the sole purpose or in-part to correct the 
inventorship, or is filed for purposes other than correction of the 
inventorship), a new reissue oath or declaration in compliance with 
§ 1.175 may be submitted with the correct inventorship without a 
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petition under § 1.48. This is because it is the inventorship of the 
patent being reissued that is being corrected (via a reissue 
application). 


35 U.S.C. 251, 43, provides that the provisions of title 35, U.S.C., 
relating to applications apply to reissue applications. 35 U.S.C. 
116, 43, authorizes the Commissioner to permit correction of 
inventorship in an application under such terms as the Commis- 
sioner prescribes. The Commissioner has determined that correc- 
tion of inventorship in a reissue application may be accomplished 
under 35 U.S.C. 251 via the reissue oath or declaration, without 
resort to a petition under § 1.48. Therefore, § 1.48 has been 
amended to specifically exclude its applicability to correction of 
inventorship in a reissue application. 


Section 1.48(a) will not require correction of the inventorship if 
the inventorship or other identification under § 1.41 was set forth 
in error on filing of the application. Section 1.48(a) is amended to 
apply only to correction of inventor or inventors, in applications, 
other than reissue applications, from that named in an originally 
filed executed oath or declaration andnot to the naming of 
inventors or others for identification purposes under § 1.41. The 
statement to be submitted will be required only from the person 
named in error as an inventor or from the person who through error 
was not named as an inventor rather than from all the original 
named inventors so as to comply with 35 U.S.C. 116. The 
requirement that any amendment of the inventorship under§ 
1.48(a) be “diligently” made has been removed. The applicability 
of a rejection under 35 U.S.C. 102(f) or (g) against an application 
with the wrong inventorship set forth therein and any patent that 
would issue thereon is a sufficient motivation for prompt correc- 
tion of the inventorship without the need for a separate require- 
ment for diligence. 


Comment 10: Two comments expressed opposition to deletion of 
the diligence requirement in § 1.48 paragraphs (a) through (c) in 
that removal thereof would seem to promote delay in correction of 
the inventorship and decrease the importance of having the correct 
inventorship. 


Response: In addition to the motivation noted in the explanation of 
the rules for not allowing a patent to issue with improper 
inventorship, the criteria for correction of the inventorship be- 
comes more restrictive subsequent to issuance under § 1.324 
(having a statutory basis under 35 U.S.C. 256) than under § 1.48(a) 
(having a statutory basis under 35 U.S.C. 116). 35 U.S.C. 256 
requires participation by all the parties including each original 
named inventor, which participation may be harder to obtain after 
the patent has issued. Petitions under § 1.48(a) filed earlier while 
the application is pending may seek waiver under § 1.183 of 
participation of some of the parties needed to participate. Addi- 
tionally, petitions under § 1.48 in pending applications are not 
entered as a matter of right in rejected (the criteria of § 1.116 
applies) or allowed (the criteria of § 1.312 applies) applications. 
See§ 1.48(a) and MPEP 201.03. 


Aclarifying reference to § 1.634 is added in § 1.48(a) for instances 
when inventorship correction is necessary during an interference 
and has been moved from § 1.48(a)(4) for improved contextual 
purposes. 


The § 1.48(a)(1) statement requires a statement only as to the lack 
of deceptive intent rather than a statement of facts to establish how 
the inventorship error was discovered and how it occurred, since 
the latter requirement is deleted. Additionally, the persons from 
whom a statement is required now includes any person who 
through error was not named as an inventor but limits statements 
from the original named inventors to only those persons named in 
error as inventors rather than all persons originally named as 
inventors including those correctly named. The paragraph is 
amended to remove the requirement that the statement be verified 
in accordance with the change to §§ 1.4(d)(2) and 10.18. 


Comment 11: One comment opposed the removal of the Office 
from examining the issue of inventorship as substantive law 
invalidates patents that have issued in the names of incorrect 
inventors and the Office is charged with the duty of examining 
applications for the purpose of denying issue to those applications 
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that do not meet the standards of patentability. Where an oath has 
originally been filed asserting the proper inventor is one entity and 
a subsequent paper asserts that the proper inventor is another, 
under such circumstances “the facts are inherently suspect” and an 
investigation by the Office is warranted and required by statute. 


Response: The amendments to § 1.48 have otherwise received 
overwhelming support. 


The Office has pursued the existence of improper inventorship in 
applications by rejection under 35 U.S.C. 102(f) or (g) and will 
continue to do so independent of the change in the verified 
statement requirements under § 1.48 paragraphs (a) or (c). A 
request to change inventorship, however, often requested by the 
current inventors or assignee on their own initiative is not seen to 
be inherently fraught with deceptive intent as to warrant a close 
and detailed examination absent more. A statement that the error 
was made without deceptive intent is seen to be a sufficient 
investigation complying with the statutory requirement under 35 
U.S.C. 116, particularly as most petitions are eventually granted or 
an application can be refiled naming the new desired inventive 
entity. Refiling of the application to change the inventorship will 
not cause the Office, absent more, to initiate an investigation as to 
the correct inventorship or cause a rejection under 35 U.S.C. 
102(f) or (g) to be made. Additionally, it should be noted that the 
Office views a petition under § 1.48 to be a procedural matter and 
not to represent a substantive determination as to the actual 
inventorship. See MPEP 201.03, Verified Statement of Facts. 


For those situations where there was deceptive intent, the Office is 
lacking certain necessary tools for a thorough inquiry (e.g., 
subpoena authority) to ascertain the truth thereof (as in other 
situations under §§ 1.28 and 1.56). However, the inquiry cannot be 
waived by the Office due to the statutory requirement under 35 
U.S.C. 116. There is no other reasonable course of action than to 
accept as an explanation for the execution of a § 1.63 oath or 
declaration setting forth an erroneous inventive entity that the 
inventor did not remember the contribution of the omitted inventor 
at the time the oath or declaration was executed (absent subpoena 
power and inter parties hearings), and therefore further inquiries 
into the matter other than a statement of lack of deceptive intent 
are a waste of Office resources. 


Comment 12: One comment suggested that in limiting the sub- 
mission of a verified statement of facts to only the parties being 
added or deleted as inventors, agreement of the original named 
inventors should also be obtained as is currently done when 
verified statements of facts from all the original named inventors 
are required. 


Response: Agreement or acquiescence of the original named 
inventors, to the extent that they remain as inventors, to the new 
inventorship will be obtained through the retained requirement that 
the actual inventive entity complete a new oath or declaration 
under § 1.63, which must set forth the new inventive entity. 
Additionally, through the rule changes to this section and §§ 1.28 
and 1.175 the Office is decreasing its investigation of claims 
relating to a lack of deceptive intent. The remaining purpose of 
these rules is to force the applicant(s) to merely make an assertion 
as to a lack of deceptive intent thereby permitting subsequent 
reviewers (tribunals or otherwise) to determine, in light of all the 
available facts, whether the applicant(s) complied with the statute. 


Section 1.48(a)(2) is amended for clarification purposes to indicate 
the availability of §§ 1.42, 1.43 or 1.47 in meeting the requirement 
for an executed oath or declaration under § 1.63 from each actual 
inventor. Section 1.47 is only applicable to the person to be added 
as an inventor (inventors named in an application transmittal letter 
can be deleted without petition). For those persons already having 
submitted an executed oath or declaration under § 1.63, apetition 
under § 1.183, requesting waiver of reexecution of an oath or 
declaration, may be an appropriate remedy. The requirement for an 
oath or declaration is maintained in § 1.48(a) notwithstanding its 
replacement in § 1.324 for issued patents by a statement of 
agreement or lack of disagreement with the requested change in 
view of the need to satisfy the duty of disclosure requirement in a 
pending application that is set forth in a § 1.63 oath or declaration. 
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Section 1.48(a)(4) is amended to include a citation to § 3.73(b) to 
clarify the requirements for submitting a written consent of 
assignee, which is subject to the requirement under § 3.73(b),and 
to delete the reference to an application involved in an interfer- 
ence, which is being moved to § 1.48(a). Section 1.48(a)(4) is also 
amended to clarify that the assignee required to submit its written 
consent is only the existing assignee of the original named 
inventors at the time the petition is filed and not any party that 
would become an assignee based on the grant of the inventorship 
correction. 


Section 1.48(b) is also amended to remove the requirement that a 
petition thereunder be diligently filed. The applicability of a 
rejection under 35 U.S.C. 102(f) or (g) against an application with 
the wrong inventorship set forth therein and any patent that would 
issue thereon is sufficient motivation for prompt correction of the 
inventorship without the need for a separate requirement for 
diligence. 


Section 1.48(b) is amended to have a clarifying reference to § 
1.634 added for instances when inventorship correction is neces- 
sary during an interference. 


Comment 13: A comment noted that the literal wording of § 
1.48(b) permits correction thereunder only where the correct 
inventors were named on filing thereby excluding correction under 
§ 1.48(b) where an incorrect inventorship was named on filing that 
was subsequently corrected under § 1.48(a) and, subsequent to the 
correction prosecution of the application, required additional 
correction under § 1.48(b). 


Response: The comment is accepted and § 1.48(b) has been 
modified to delete “when filed” after “nonprovisional application” 
for clarification purposes. Additionally, the term “originally” in the 
first sentence of paragraph (b) has been replaced with “currently.” 


Section 1.48(c) is amended so that a petition thereunder no longer 
needs to meet the current requirements of § 1.48(a), which are also 
changed. A statement from each inventor being added that the 
inventorship amendment is necessitated by amendment of the 
claims and that the error occurred without deceptive intent is 
required under § 1.48(c)(1) rather than the previous requirement of 
a statement from each original named inventor. The previous 
requirements under § 1.48(a) for an oath or declaration, the written 
consent of an assignee and the written consent of any assignee are 
retained, but are now separately set forth in §§ 1.48 paragraphs 
(c)(2) through (c)(4). The particular circumstances of a petition 
under this paragraph, adding an inventor due to an amendment of 
the claims that incorporates material attributable to the inventor to 
be added, is seen to be indicative of a lack of deceptive intent in 
the original naming of inventors. Accordingly, all that must be 
averred to is that an amendment of the claims has necessitated 
correction of the inventorship and that the inventorship error 
existing in view of the claim amendment occurred without 
deceptive intent. The previous requirement for diligence in filing 
the petition based on an amendment to the claims is not retained as 
applicants have the right, prior to final rejection or allowance, to 
determine when particular subject matter is to be claimed. Appli- 
cants should note that any petition under § 1.48 submitted after 
allowance is subject to the requirements of § 1.312, and a petition 
submitted after final rejection is not entered as a matter of right. 


Section 1.48(c)(2) is amended to clarify the availability of §§ 1.42, 
1.43 and 1.47 in meeting the requirement for an executed oath or 
declaration under § 1.63. Section 1.47 is only applicable to the 
person to be added as an inventor. For those persons already 
having an executed oath or declaration under § 1.63, a petition 
under § 1.183, requesting waiver of reexecution of an oath or 
declaration, may be an appropriate remedy. 


Section 1.48(c)(4) is amended to clarify that the assignee required 
to submit its written consent is only the existing assignee of the 
original named inventors at the time the petition is filed and not 
any party that would become an assignee based on the grant of the 
inventorship correction. A citation to § 3.73(b) is presented. 


Section 1.48(d) is amended by addition of “their part” to replace 
“the part of the actual inventor or inventors” and of “omitted” to 
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replace “actual” to require statements from the inventors to be 
added rather than from all the actual inventors so as to comply 
with 35 U.S.C.116. 


Section 1.48(d)(1) is also clarified to specify that the error to be 
addressed is the inventorship error. It is not expected that the party 
filing a provisional application will normally need to correct an 
error in inventorship under this paragraph by adding an inventor 
therein except when necessary under § 1.78 to establish an overlap 
of inventorship with a continuing application. 


Section 1.48(d)(1) is also amended to remove the requirement that 
the statement be verified in accordance with the change to §§ 
1.4(d)(2) and 10.18. 


Section 1.48(e)(1) is amended to replace a requirement in provi- 
sional applications that the required statement be one “of facts” 
directed towards “establishing that the error” being corrected 
“occurred without deceptive intention,” requiring only a statement 
that the inventorship error occurred without deceptive intent. 
Paragraph (e)(1) is also amended to remove the requirement that 
the statement be verified in accordance with the change to §§ 
1.4(d)(2) and 10.18. It is not expected that the party filing a 
provisional application would need to file a petition under this 
paragraph since the application will go abandoned by operation of 
law (35 U.S.C. 111(b)(5)), and the need to delete an inventor will 
not affect the overlap of inventorship needed to claim priority 
under § 1.78(a)(3) for any subsequently filed nonprovisional 
application. 


Section 1.48(e)(3) is amended to clarify that the assignee required 
to submit its written consent is only the prior existing assignee 
before correction of the inventorship is granted and not any party 
that would become an assignee based on the grant of the 
inventorship correction. A reference to § 3.73(b) is added. 


Section 1.48(f) is added to provide that the later filing of an 
executed oath or declaration (or cover sheet (§ 1.51(c)(1)) in a 
provisional application) during the pendency of the application 
would act to correct the inventorship without a specific petition for 
such correction and will be used to further process the application 
notwithstanding any inventorship or other identification name 
earlier presented. 


Section 1.48(g) is added to specifically recognize that the Office 
may require such other information as may be deemed appropriate 
under the particular circumstances surrounding a correction of the 
inventorship. 


Section 1.5]: Section 1.51, paragraphs (a)(1) and (a)(2), are 
re-written as § 1.51, paragraphs(b) and (c), respectively, and § 
1.51(b) is re-written as § 1.51(d). Section 1.51(c) covering the use 
of an authorization to charge a deposit account is removed as 
unnecessary in view of § 1.25(b). 


No comments were received regarding the proposed change to § 
1.51. 


Section 1.52: Section 1.52, paragraphs (a) and (d), are amended to 
remove the requirement that the translation be verified in accor- 
dance with the change to §§ 1.4(d)(2) and 10.18. Section 1.52, 
paragraph (c), is amended to remove the reference to 1.123 
through 1.125 to: (1) reflect a transfer of material from §§ 1.123 
and 1.124 to § 1.121; (2) further clarify that § 1.125 is not a vehicle 
amendment of an application; and (3) to clarify that alterations to 
application papers may be made on, as well as before, the signing 
of the oath or declaration. Section 1.52, paragraphs (a) and (d), are 
also amended to clarify the need for a statement that the translation 
being offered is an accurate translation, as in § 1.69(b). 


Comment 14: Two comments were received asking whether the 
attorney can sign the statement that the translation is accurate, and 
how much firsthand knowledge does a practitioner need to know 
that the translation is accurate. 


Response: The Office will accept a statement that the translation is 
accurate from any party. However, any party signing such state- 
ment must keep in mind the averments that are made under §§ 
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1.4(d) and 10.18. The actual firsthand knowledge needed by a 
practitioner is that amount of knowledge to comply with the 
averments in §§ 1.4(d) and 10.18. 


Comment 15: A comment questioned whether there is any differ- 
ence between the previous language of “verified translation” and 
the present !anguage of “accurate translation.” 


Response: The previous language was directed at a verification 
that the translation is accurate. A verification requirement is now 
unnecessary due to the amendments to §§ 1.4(d) and 10.18. Thus, 
§ 1.52(d) is amended to include the more direct term “accurate.” 


Section 1,53: Section 1.53 is amended to include headings for each 
paragraph for purposes of clarity. txtflSection 1.53(a) is amended 
to state that “[a]ny papers received in the Patent and Trademark 
Office which purport to be an application for a patent will be 
assigned an application number for identification purposes.” That 
is, the Office will refer to papers purporting to be an application for 
a patent as an “application” and assign such “application” an 
application number for identification purposes. This reference, 
however, does not imply that such papers meet the requirements in 
§ 1.53(b) to be accorded a filing date or constitute an “application” 
within the meaning of 35 U.S.C. 111. 


Section 1.53(b) is amended to provide that: (1) the filing date of an 
application for patent filed under § 1.53(b) is the date on which a 
specification as prescribed by 35 U.S.C. 112 containing a descrip- 
tion pursuant to § 1.71 and at least one claim pursuant to § 1.75, 
and any drawing required by § 1.81(a) are filed in the Office; (2) 
no new matter may be introduced into an application after its filing 
date: (3) a continuation or divisional application filed by all or by 
fewer than all of the inventors named in a prior nonprovisional 
application may be filed under § 1.53(b) or (d); and (4) a 
continuation or divisional application naming an inventor not 
named in the prior nonprovisional application or a continuation- 
in-part application must be filed under § 1.53(b). 


Section 1.53(c) is amended to provide for provisional applications 
(formerly provided for in § 1.53(b)(2)). Section 1.53(c) includes 
the language of former § 1.53(b)(2), with certain changes for 
purposes of clarity. Section 1.53(c)(i), for example, includes 
language requiring either the provisional application cover sheet 
required by § 1.51(c)(1) or a cover letter identifying the applica- 
tion as a provisional application. The cover letter may be an 
application transmittal letter or some other paper identifying the 
accompanying papers as a provisional application. 


Section 1.53(d) is amended to provide for continued prosecution 
applications. Section 1.53(d)(1) provides that a continuation or 
divisional application, but not a continuation-in-part, of a prior 
nonprovisional application may be filed as a continued prosecution 
application under § 1.53(d), subject to the conditions specified in 
paragraph (d)(1)(i) and (d)(1)(ii). That is, an application under § 
1.53(d) cannot be a continuation-in-part application, and the prior 
application cannot be a provisional application. 


Section 1.53(d)(1)(i) specifies that the prior application be either: 
(1) complete as defined by § 1.51(b) and filed on or after June 8, 
1995; or (2) the national stage of an international application in 
compliance with 35 U.S.C. 371 and filed on or after June 8, 1995. 
The phrase “prior” application in § 1.53(d)(1) means the applica- 
tion immediately prior to the continued prosecution application 
under § 1.53(d), in that a continued prosecution application under 
§ 1.53(d) may claim the benefit under 35 U.S.C. 120, 121, or 
365(c) of applications filed prior to June 8, 1995 so long as the 
application that is immediately prior to the continued prosecution 
application under § 1.53(d) was filed on or after June 8, 1995. 


Section 1.53(d)(1)(ii) specifies that the application under § 1.53(d) 
be filed before the earliest of: (1) payment of the issue fee on the 
prior application, unless a petition under § 1.313(b)(5) is granted 
in the prior application; (2) abandonment of the prior application; 
or (3) termination of proceedings on the prior application. 


Section 1.53(d)(2) provides that the filing date of a continued 
prosecution application is the date on which a request on a separate 
paper for an application under § 1.53(d) is filed. That is, a request 
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for an application under § 1.53(d) cannot be submitted within 
papers filed for another purpose (e.g., the filing of a “conditional” 
request for a continued prosecution application within an amend- 
ment after final for the prior application is an improper request for 
a continued prosecution application under § 1.53(d)). 


In addition, a “conditional” request for a continued prosecution 
application will not be permitted. Any “conditional” request for a 
continued prosecution application submitted (as a separate paper) 
with an amendment after final in an application will be treated as 
an unconditional request for a continued prosecution application of 
such application. This will result (by operation of § 1.53(d)(2)(v)) 
in the abandonment of such (prior) application, and (if so in- 
structed in the request for a continued prosecution application) the 
amendment after final in the prior application will be treated as a 
preliminary amendment in the continued prosecution application. 


Section 1.53(d)(2) further provides that an application filed under 
§ 1.53(d): (1) must identify the prior application (§ 1.53(d)(i)); (2) 
discloses and claims only subject matter disclosed in the prior 
application (i.e., is a continuation or divisional, but not a continu- 
ation-in-part) (§ 1.53(d)(1)(ii)); (3) names as inventors the same 
inventors named in the prior application on the date the application 
under § 1.53(d) was filed, except as provided in § 1.53(d)(4) ( § 
1.53(d)(2)(iii)); (4) includes the request for an application under § 
1.53(d), will utilize the file jacket and contents of the prior 
application, including the specification, drawings and oath or 
declaration, from the prior application to constitute the new 
application, and will be assigned the application number of the 
prior application for identification purposes (§ 1.53(d)(2)(iv)); and 
(5) is a request to expressly abandon the prior application as of the 
filing date of the request for an application under § 1.53(d) (§ 
1.53(d)(2)(v)). 


Section 1.53(d)(3) provides that the filing fee for a continued 
prosecution application filed under § 1.53(d) is: (1) the basic filing 
fee as set forth in § 1.16; and (2) any additional § 1.16 fee due 
based on the number of claims remaining in the application after 
entry of any amendment accompanying the request for an appli- 
cation under § 1.53(d) and entry of any amendments under § 1.116 
not entered in the prior application which applicant has requested 
to be entered in the continued prosecution application. See 35 
U.S.C. 41(a)(1)-(4). 


Section 1.53(d)(4) provides that an application filed under § 
1.53(d) may be filed by fewer than all the inventors named in the 
prior application, provided that the request for an application under 
§ 1.53(d) when filed is accompanied by a statement requesting 
deletion of the name or names of the person or persons who are not 
inventors of the invention being claimed in the new application, 
and that no person may be named as an inventor in an application 
filed under § 1.53(d) who was not named as an inventor in the prior 
application on the date the application under § 1.53(d) was filed, 
except by way of a petition under § 1.48. Thus, an application 
under § 1.53(d) must name as inventors either the same as (§ 
1.53(d)(2)(iii)) or fewer than all of (§1.53(d)(4)) the inventors 
named in the prior application. A request for an application under 
§ 1.53(d) purporting to name as an inventor a person not named as 
an inventor in the prior application (even if accompanied by a new 
oath or declaration under § !.63 listing that person as an inventor) 
will be treated as naming the same inventors named in the prior 
application (§ 1.53(d)(2)(iii)). 


Section 1.53(d)(5) provides that: (1) any new change must be 
made in the form of an amendment to the prior application; (2) no 
amendment in an application under § 1.53(d) (a continued pros- 
ecution application) may introduce new matter or matter that 
would have been new matter in the prior application; and (3) any 
new specification filed with the request for an application under § 
1.53(d) will not be considered part of the original application 
papers, but will be treated as a substitute specification in accor- 
dance with § 1.125. Pursuant to the provisions of§ 1.53(d)(5), 
where applicant desires entry of an amendment in the application 
under § 1.53(d) that was previously denied entry under § 1.116 in 
the prior application, the applicant must request its entry (and pay 
any additional claims fee required by § 1.53(d)(3)(ii)) in the 
application under § 1.53(d) prior to action by the Office in the 
application under § 1.53(d). Any amendment submitted with the 
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request for an application under § 1.53(d) that seeks to add matter 
that would have been new matter in the prior application will be 
objected to under § 1.53(d), and the applicant will be required to 
cancel the subject matter that would have been new matter in the 
prior application. 


Section 1.53(d)(6) provides that the filing of a continued prosecu- 
tion application under § 1.53(d) will be construed to include a 
waiver of confidentiality by the applicant under 35 U.S.C. 122 to 
the extent that any member of the public who is entitled under the 
provisions of § 1.14 to access to, copies of, or information 
concerning either the prior application or any continuing applica- 
tion filed under the provisions of this paragraph may be given 
similar access to, copies of, or similar information concerning, the 
other application(s) in the application file. 


Section 1.53(d)(7) provides that a request for an application under 
§ 1.53(d) is a specific reference under 35 U.S.C. 120 to every 
application assigned the application number identified in such 
request, and that no amendment in a continued prosecution 
application under § 1.53(d) shall delete this specific reference to 
any prior application. That is, other than the identification of the 
prior application in the request required by § 1.53(d) for a 
continued prosecution application, a continued prosecution appli- 
cation needs no further identification of or reference to the prior 
application (or any prior application assigned the application 
number of such application under § 1.53(d)) under 35 U.S.C. 120 
and § 1.78(a)(2). 


Section 1.53(d)(8) provides that in addition to identifying the 
application number of the prior application, applicant is urged to 
furnish in the request for an application under § 1.53(d) the 
following information relating to the prior application to the best 
of his or her ability: (1) title of invention; (2) name of applicant(s); 
and (3) correspondence address. 


Section 1.53(d)(9) provides that: (1) envelopes containing only 
requests and fees for filing an application under § 1.53(d) should 
be marked “Box CPA” and (2) requests for an application under § 
1.53(d) filed by facsimile transmission should be clearly marked 
“Box CPA.” 


Section 1.53(e)(1) provides that if an application deposited under 
§ 1.53 paragraphs (b), (c), or (d) does not meet the respective 
requirements in § 1.53 paragraphs (b), (c), or (d) to be entitled to 
a filing date, applicant will be so notified, if a correspondence 
address has been provided, and given a time period within which 
to correct the filing error. 


Section 1.53(e)(2) provides that: (1) any request for review of a 
notification pursuant to § 1.53(e)(1), or a notification that the 
original application papers lack a portion of the specification or 
drawing(s), must be by way of a petition pursuant to § 1.53(e); (2) 
any petition under § 1.53(e) must be accompanied by the fee set 
forth in 1.17(i) in an application filed under § 1.53 paragraphs (b) 
or (d), and the fee set forth in § 1.17(q) in an application filed 
under § 1.53(c); and (3) in the absence of a timely (§ 1.181(f)) 
petition pursuant to this paragraph, the filing date of an application 
in which the applicant was notified of a filing error pursuant to 
paragraph (e)(1) of this section will be the date the filing error is 
corrected. 


Section 1.53(e)(3) provides that if an applicant is notified of a 
filing error pursuant to § 1.53(e)(1), but fails to correct the filing 
error within the given time period or otherwise timely (§ 1.181(f)) 
take action pursuant to § 1.53(e)(2), proceedings in the application 
will be considered terminated, and that where proceedings in an 
application are terminated pursuant to § 1.53(e)(3), the application 
may be disposed of, and any filing fees, less the handling fee set 
forth in § 1.21(n), will be refunded. 


Section 1.53(f) is amended to include the language of former § 
1.53(d)(1) and to provide that the oath or declaration required for 
a continuation or divisional application under § 1.53(b) may be a 
copy of the executed oath or declaration filed in the prior 
application (under § 1.63(d)). 
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Section 1.53 paragraphs (g), (h), (i), and (j) are added and include 
the language of former § 1.53 paragraphs (d)(2), (e)(1), (e)(2), and 
(f), respectively. 


Comment 16: The majority of the comments supported the 
deletion of §§ 1.60 and 1.62 in tavor of the proposed amendment 
to § 1.53. 


Response: The Office is deleting §§ 1.60 and 1.62 in favor of an 
amended § 1.53. 


Comment 17: Several comments suggested that the Office adopt a 
continued prosecution procedure for applications filed on or after 
June 8, 1995 similar to the practice set forth in § 1.129(a), rather 
than the continued prosecution application practice set forth in § 
1.53(d). 


Response: Section 532(a)(2)(A) of Pub. L. 103-465 provides 
specific authorization for the practice set forth in § 1.129(a). There 
is currently no statutory authority for the Office to simply charge 
the patent fees set forth in 35 U.S.C. 41(a) for further examination 
of an application. 35 U.S.C. 41(d) would authorize the Office to 
further examine an application for a fee that recovers the estimated 
average cost to the Office of such further examination; however, as 
35 U.S.C. 41(h) is applicable only to fees under 35 U.S.C. 41(a) 
and (b), the Office would not be authorized to provide a small 
entity reduction in regard to such fee. Thus, the only mechanism 
by which the Office may provide further examination for a fee to 
which the small entity reduction is applicable is via a continuing 
application. 


Section 209 of H.R. 3460, 104th Cong., 2d Sess. (1996). would 
have provided statutory authority for the further reexamination of 
an application for a fee to which the small entity reduction was 
applicable. Section 209 of H.R. 400, 105th Cong., Ist Sess. (1997), 
ifenacted, will provide statutory authority for the further reexami- 
nation of an application for a fee to which the small entity 
reduction will be applicable. 


Comment 18: One comment stated that the combination of §§ 
1.53, 1.60, and 1.62 into a single § 1.53 was complex and 
confusing. Another comment suggested that § 1.53 be split into a 
number of sections, or that headings be used in § 1.53 in the 
manner that headings are used in§ 1.84 and 1.96. 


Response: Placing the provisions of § 1.53 into multiple sections, 
rather than multiple paragraphs of a single section, would not 
result in a simplification of its provisions. The Office considers it 
appropriate to place the filing provisions concerning all applica- 
tions (nonprovisional, provisional, and continued prosecution) into 
a single section to reduce the confusion as to the filing require- 
ments for any application for patent. Section 1.53 as adopted 
includes headings in each paragraph of § 1.53 to indicate the 
subject to which each of these paragraphs pertains. 


Comment 19: One comment suggested amending § 1.53 to require 
applicants to indicate changes to the disclosure in a continuation or 
divisional application. 


Response: The suggestion is not adopted. The Office did not 
propose to amend § 1.53 to require applicants to indicate changes 
to the disclosure in any continuing application. Thus, adopting a 
change to impose this additional burden on an applicant is not 
considered appropriate in this Final Rule. 


Comment 20: One comment suggested that the Office permit 
applicants to file a statement requesting deletion of an inventor in 
a continuation or divisional application any time prior to or 
coincident with the mailing of an issue fee payment. The comment 
questioned whether the time period in § 1.53(e)(1) addresses this 
issue. 


Response: Unless a statement requesting the deletion of the names 
of the person or persons who are not inventors in the continuation 
or divisional application accompanies the copy of the executed 
oath or declaration submitted in accordance with § 1.63(d) in an 
application filed pursuant to § 1.53(b), or accompanies the request 
for an application under § 1.53(d) in an application filed pursuant 
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to § 1.53(d). the inventorship of the continuation or divisional 
application filed under § 1.53(b) using a copy of the oath or 
declaration of the prior application pursuant to § 1.63(d) or filed 
under § 1.53(d) will be considered identical to that in the prior 
application, and correction of the inventorship (if appropriate) 
must be by way of § 1.48. Identification of the inventorship is 
necessary to the examination of an application (e.g., 35 U.S.C. 
102(f) and (g)). As such, the Office must require identification of 
the inventorship prior to examination of an application. 


Section 1.53(e)(1) applies in those instances in which papers filed 
as an application under § 1.53(b), (c), or (d) do not meet the 
respective requirements of § 1.53(b), (c), or (d) to be entitled to a 
filing date. Submitting an oath or declaration is not a filing date 
issue, and naming the inventors is no longer a filing date issue. 
Thus, the provisions of § 1.53(e) do not apply to the filing of a 
statement requesting deletion of an inventor in a continuation or 
divisional application. 


Comment 21: One comment questioned whether § 1.53(d) applies 
only to applications filed on or after June 8, 1995, and questioned 
whether § 1.53(d) should be made applicable to pending applica- 
tions filed prior to June 8, 1995. The comment also questioned the 
relationship between § 1.129(a) and § 1.53(d). 


Response: Section §1.53(d), by its terms, permits the filing of a 
continuation or divisional thereunder of only a nonprovisional 
application that, inter alia, is either: (1) complete as defined by § 
1.51(b) and filed on or after June 8, 1995 or; (2) resulted from 
entry into the national stage of an international application in 
compliance with 35 U.S.C. 371 filed on or after June 8, 1995. 
While § 1.53(d) and § 1.129(a) both provide for the continued 
prosecution of an application, these sections are distinct in that 
they apply to a virtually mutually exclusive class of applications 
and have separate requirements (e.g., a request for a § 1.53(d) 
application may be filed subsequent to the filing of an appeal brief, 
so long as the request is filed before the earliest of: (1) payment of 
the issue fee on the prior application, unless a petition under § 
1.313(b)(5) is granted in the prior application; (2) abandonment of 
the prior application; or (3) termination of proceedings on the prior 
application). 


Comment 22: One comment suggested that the rules of practice 
permit the execution of copies of an oath or declaration by fewer 
than all of the inventors, without cross-reference to the other 
copies to facilitate contemporaneous executions by geographically 
separated inventors. 


Response: The suggestion is not adopted. Section 1.63(a)(3) 
requires that an oath (or declaration), inter alia, identify each 
inventor. The rules of practice permit inventors to execute separate 
oaths (or declarations), so long as each oath (or declaration) sets 
forth all of the inventors (the necessary cross-reference). That is, § 
1.63(a)(3) prohibits the execution of separate oaths (or declara- 
tions) in which each oath (or declaration) sets forth only the name 
of the executing inventor. An amendment to the rules of practice to 
permit an inventor to execute an oath or declaration that does not 
set forth each inventor would not only lead to confusion as to the 
inventorship of an application, but would be inconsistent with the 
requirement in 35 U.S.C. 115 that the applicant make an oath (or 
declaration) that the applicant believes himself (or herself) to be 
the original and first inventor of the subject matter for which a 
patent is sought, as the oaths or declarations would conflict as to 
the inventorship of the application. 


Comment 23: Several comments suggested that the statement 
required under 35 U.S.C. 120 in a continued prosecution applica- 
tion will be confusing as the continued prosecution application 
will have the same application number as the prior application. 
One comment indicated that this will cause confusion: (1) as to 
which application is being referenced in a 35 U.S.C. 120 statement 
in the divisional application when a divisional application under § 
1.53(b) and a continued prosecution application filed under § 
1.53(d) are filed from the same prior application; and (2) in 
docketing applications as most commercially available software 
identify applications by application number. Another comment 
questioned what sentence was required pursuant to § 1.78(a)(2) in 
a continued prosecution application. 
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Response: 35 U.S.C. 120 provides that an application may obtain 
the benefit of the filing date of an earlier filed application if, inter 
alia, the application “contains or is amended to contain a specific 
reference to the earlier filed application.” Section 1.78(a) requires 
that this specific reference be in the first sentence of the specifi- 
cation and identify each earlier filed application by application 
number or international application number and international filing 
date and relationship of the applications. Thus, while a “specific 
reference to the earlier filed application” is a requirement of statute 
(35 U.S.C. 120), the particulars of this specific reference (by 
application number, filing date, and relationship) is a requirement 
of regulation (§ 1.78(a)), not the patent statute. 


The purpose of the “specific reference” requirement of 35 U.S.C 
120 is to provide notice to the public of the filing date upon which 
a patentee may rely to support the validity of the patent: 


{35 U.S.C. 120] embodies an important public policy. The infor- 
mation required to be disclosed is information that would enable a 
person searching the records of the Patent Office to determine with 
a minimum of effort the exact filing date upon which a patent 
applicant is relying to support the validity of his application or the 
validity of a patent issued on the basis of one of a series of 
applications. In cases such as this, in which two or more 
applications have been filed and the validity of a patent rests upon 
the filing date of an application other than that upon which the 
patent was issued, a person, even if he had conducted a search of 
the Patent Office records, could unwittingly subject himself to 
exactly this type of infringement suit unless the later application 
adequately put him on notice that the applicant was relying upon 
a filing date different from that stated in the later application. 


Sampson v. Ampex Corp., 463 F.2d 1042, 1045, 174 USPQ 417, 
419 (2d Cir. 1972); see also Sticker Indus. Supply Corp. v. 
Blaw-Knox Co., 405 F.2d 90, 93, 160 USPQ 177, 179(7th Cir. 
1968) (“Congress may well have thought that [35 U.S.C.] 120 was 
necessary to eliminate the burden on the public to engage in long 
and expensive search of previous applications in order to deter- 
mine the filing date of a later patent . . . . The inventor is the person 
best suited to understand the relation of his applications, and it is 
no hardship to require him to disclose this information”). 


To reduce the delay in processing a continued prosecution appli- 
cation, the Office will maintain in its records (e.g., in the Patent 
Application Locating and Monitoring (PALM) records for an 
application) for identification purposes the application number and 
filing date of the prior application. Thus, in a continued prosecu- 
tion application, the application number of the continued prosecu- 
tion application will be the application number of the prior 
application, and the filing date indicated on any patent issuing 
from a continued prosecution application will be the filing date of 
the prior application (or, in a chain of continued prosecution 
applications, the filing date of the application immediately preced- 
ing the first continued prosecution application in the chain). In 
addition, as a continued prosecution application will use the file 
wrapper of the prior application, the prior application will be 
available upon inspection of the continued prosecution application. 


Unless excepted from § 1.78(a)(2), the first sentence of a contin- 
ued prosecution application would consist of a reference to that 
application as a continuation or divisional of an application having 
the identical application number and the effective filing date of (the 
filing date to be printed on any patent issuing from) the continued 
prosecution application. Such a sentence would provide no useful 
information to the public. 


Therefore, § 1.53(d)(7) as adopted provides that a request for an 
application under § |.53(d) is a specific reference under 35 U.S.C 
120 to every application assigned the application number identi- 
fied in such request, and § 1.78(a)(2) as adopted provides that the 
request for a continued prosecution application under § 1.53(d) is 
the specific reference under 35 U.S.C. 120 to the prior application. 
That is, the continued prosecution application includes the request 
for an application under § 1.53(d) (§ 1.53(d)(2)iv)), and the 
recitation of the application number of the prior application in such 
request (as required by § 1.53(d)) is the “specific reference to the 
earlier filed application” required by 35 U.S.C. 120. No further 
amendment to the specification is required by 35 U.S.C. 120 or § 
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1.78(a) for a continued prosecution application for such continued 
prosecution application to contain the required specific reference 
to the prior application, as wel! as any other application assigned 
the application number of the prior application (e.g., in instances 
in which a continued prosecution application is the last in a chain 
of continued prosecution applications). 


Where an application claims a benefit under 35 U.S.C. 120 of a 
chain of applications, the application must make a reference to the 
first (earliest) application and every intermediate application. See 
Sampson, 463 F.2d at 1044-45, 174 USPQ at 418-19; Sticker 
Indus. Supply Corp., 405 F.2d at 93, 160 USPQ at 179; Hovlid v. 
Asari, 305 F.2d 747, 751, 134 USPQ162, 165 (9th Cir. 1962); see 
also MPEP 201.11. In addition, every intermediate application 
must also make a reference to the first (earliest) application and 
every application after the first application and before such 
intermediate application. 


In the situation in which there is a chain of continued prosecution 
applications, each continued prosecution application in the chain 
will, by operation of § 1.53(d)(7), contain the required specific 
reference to its immediate prior application, as well as every other 
application assigned the application number identified in such 
request. Put simply, a specific reference to a continued prosecution 
application by application number and filing date will constitute a 
specific reference to: (1) the non-continued prosecution applica- 
tion originally assigned such application number (the prior appli- 
cation as to the first continued prosecution application in the 
chain); and (2) every continued prosecution application assigned 
the application number of such non-continued prosecution appli- 
cation. 


Where the non-continued prosecution application originally as- 
signed such application number itself claims the benefit of a prior 
application or applications under 35 U.S.C. 120, 121, or 365(c), § 
1.78(a)(2) continues to require that such application contain in its 
first sentence a reference to any such prior application(s). As a 
continued prosecution application uses the specification of the 
prior application, such a specific reference in the prior application 
(as to the continued prosecution application) will constitute such a 
specific reference in the continued prosecution application, as well 
as every continued prosecution application in the event that there 
is a chain of continued prosecution applications. 


Where an applicant in an application filed under § 1.53(b) seeks to 
claim the benefit of an application filed under § 1.53(d) under 35 
U.S.C. 120 or 121 (as a continuation, divisional, or continuation- 
in-part), § 1.78(a)(2) requires a reference to the continued pros- 
ecution application by application number in the first sentence of 
such application. Section 1.78(a(2) has been amended to also 
provide that “[t}he identification of an application by application 

number under this section is the specific reference required by 
35 U.S.C. 120 to every application assigned that application 
number.” Thus, where a referenced continued prosecution appli- 
cation is in a chain of continued prosecution applications, this 
reference will constitute a reference under 35 U.S.C. 120 and § 
1.78(a)(2) to every continued prosecution application in the chain 
as well as the non-continued prosecution application originally 
assigned such application number. 


Therefore, regardless of whether an application is filed under § 
1.53(b) or (d), a claim under 35 U.S.C. 120 to the benefit of a 
continued prosecution application is, by operation of § 1.53(d)(7) 
and § 1.78(a)(2), a claim to every application assigned the 
application number of such continued prosecution application. In 
addition, applicants will not be permitted to choose to delete such 
a claim as to certain applications assigned that application number 
(e.g., for patent term purposes). 


Finally, while it is recognized that using a common application 
number (and file wrapper) for a continued prosecution application 
and its prior application (which may aiso be a continued prosecu- 
tion application) will necessitate docketing modifications (as well 
as the Office’s PALM system), the burden of such modifications is 
outweighed by the benefits that will result from the elimination of 
the initial processing of such applications. 
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Comment 24: One comment suggested that the phrase “now 
refiled” be used in lieu of “now abandoned” to reflect the status of 
the prior application. 


Response: Under 35 U.S.C. 120, the status of an application is one 
of three conditions: (1) pending: (2) patented: or (3) abandoned. 
See In re Morganroth, 6 USPQ2d 1802, 1803 (Comm’r Pat. 1988). 
As the filing of a continued prosecution application under § 
1.53(d) operates to expressly abandon the prior application under 
§ 1.53(d)(2)(v), the status of the prior application is appropriately 
designated as “abandoned.“ 


Comment 25: Several comments suggested that the proposed 
continued prosecution application practice be made applicable in 
instances in which the prior application was filed prior to June 8, 
1995, to expedite the prosecution of such applications 


Response: Permitting the continued prosecution application prac- 
tice to be applicable in instances in which the prior application was 
filed prior to June 8, 1995, would result in confusion as to whether 
the patent issuing from the continued prosecution application is 
entitled to the provisions of 35 U.S.C. 154(c). As the continued 
prosecution application practice was not in effect prior to June 8, 
1995, no patent issuing from a continued prosecution application 
is entitled to the provisions of 35 U.S.C. 154(c) 


As discussed supra, the application number of a continued 
prosecution application will be the application number of the prior 
application, and the filing date indicated on any patent issuing 
from a continued prosecution application will be the filing date of 
the prior application (or, in a chain of continued prosecution 
applications, the filing date of the application immediately preced- 
ing the first continued prosecution application in the chain). Thus, 
any patent issuing from a continued prosecution application, where 
the prior application was filed prior to June 8, 1995, will indicate 
that the filing date of the application for that patent was prior to 
June 8, 1995, which will confuse the public (and possible the 
patentee) into believing that such patent is entitled to the provi- 
sions of 35 U.S.C. 154(c). 


The Office has implemented § 532(a)(2)(A) of Pub. L. 103-465 in 
§ 1.129(a) to conclude the examination of applications pending at 
least two years as of June 8, 1995, taking into account any 
reference made in such application to any earlier filed application 
under 35 U.S.C. 120,121, and 365(c). Further examination of any 
application may be obtained via the filing of a continuing 
application under § 1.53(b). Requiring applications filed prior to 
June 8, 1995, that are not eligible for the transitional procedure set 
forth in § 1.129(a) to obtain further examination via the filing of a 
continuing application under § 1.53(b) is a reasonable requirement 
to avoid confusion as to whether a patent issuing from a continued 
prosecution (§ 1.53(d)) application is entitled to the provisions of 
35 U.S.C. 154(c) 


Comment 26: One comment suggested that the phrase “most 
immediate prior national application” rather than “prior applica- 
tion” was confusing. The comment further stated that if the prior 
application was one filed under§ 1.62, there is no copy in that 
complete application of the (oath or) declaration filed in the 
application under § 1.62. 


Response: The phrase “most immediate prior national application 
for which priority is claimed under 35 U.S.C. 120, 121 or 365(c)” 
is changed to “prior application.” An application under §§ 1.53(d), 
1.60, or 1.62 must ultimately be a continuing application of an 
application filed under § 1.53(b). Where the prior application is an 
application under § 1.60, the oath or declaration is the copy of the 
oath or declaration from the prior application vis-a-vis the appli- 
cation under § 1.60 submitted in accordance with § 1.60(b)(2). 
Where the prior application is an application under § 1.62 or 
1.53(d), the oath or declaration is the oath or declaration from the 
prior application vis-a-vis the application under §§ 1.62 or 1.53(d). 
Where there is a chain of applications under §§ 1.62 or 1.53(d) 
preceding the prior application to an application under § 1.53(d), 
the oath or declaration of the prior application will be the oath or 
declaration of the application under §§ 1.53 or 1.60 immediately 


OFFICIAL GAZETTE 


Fesruary 20, 2001 


preceding the chain of applications under §§ 1.62 or 1.53(d), as 
each application in the chain of applications under §§ 1.62 or 
1.53(d) utilizes the oath or declaration of the prior application. 


Comment 27: One comment suggested that applications filed 
under § 1.53(d) should be taken up as amended applications, rather 
than as newly filed applications. 


Response: The comment implies that taking up a continued 
prosecution application as an amended application may result in 
the examiner acting on the application in a more timely manner 
than if the application were accounted for as a new application. 
The matter is under consideration along with other administrative 
issues, and a decision shall be made in due course 


Comment 28: One comment suggested that § 1.129(a) be amended 
sO as not to be limited to applications under final rejection, such 
that an applicant in an application in which a notice of allowance 
under § 1.311 has been mailed may obtain entry of an information 
disclosure statement without regard to the requirements of § 
1.97(d). 


Response: The Notice of Proposed Rulemaking did not propose to 
amend § 1.129(a). While the language of § 532(a)(2)(A) of Pub. L. 
103-465 does not expressly exclude the further examination of an 
application that has been allowed (as opposed to an application 
under a final rejection), § 102(d) of Pub. L. 103-465 provides that 
“[t}]he statement of administrative action approved by the Congress 
under section 101(a) shall be regarded as an authoritative expres- 
sion by the United States concerning the interpretation and 
application of the Uruguay Round Agreements and this Act in any 
judicial proceeding in which a question arises concerning such 
interpretation or application.” The statement of administrative 
action specifies that such further examination is to facilitate the 
completion of prosecution of applications pending before the 
Office, and to permit applicants to present a submission after the 
Office has issued a final rejection on an application. See H.R. Rep. 
826(i), 103rd Cong., 2nd Sess. 1005-06, reprinted in 1984 U.S.C- 
.C.A.N. 3773, 4298. 


Upon mailing of a notice of allowance under § 1.311, prosecution 
of an application before the Office is concluded. The proposed 
amendment to obtain further examination pursuant to § 1.129(a) 
after allowance would nullify (rather than facilitate) the comple- 
tion of prosecution of the above-identified application, and, as 
such, would be inconsistent with the purpose for the provisions of 
§ 532(a)(2)(A) of Pub. L. 103-465. 


Comment 29: One comment questioned how the filing of a 
continued prosecution application would result in less delay than 
the filing of a continuing application under § 1.53(b), as a 
continued prosecution application would be subject to pre-exami- 
nation processing delays. 


Response: The Office will not issue a new filing receipt for a 
continued prosecution application under § 1.53(d). See § 1.54(b). 
By not issuing a filing receipt for a continued prosecution 
application, the Office will be able to perform the pre-examination 
of any continued prosecution application in the examining group 
to which the prior application was assigned. Likewise, § 1.6(d) has 
been amended to permit an applicant to file a continued prosecu- 
tion application under § 1.53(d) by facsimile, and the use of this 
means of filing a continued prosecution application will avoid the 
delay inherent in routing an application (or any paper) from the 
mailroom to the appropriate examining group. These provisions 
will enable the Office to process a continued prosecution applica- 
tion in the manner that a submission under § |.129(a) is processed. 


Comment 30: One comment questioned whether the filing date of 
a continued prosecution application is the filing date for determin- 
ing patent term, or is significant only in establishing copendency. 
Another comment questioned what filing date was relevant for 
determining patent term. 


Response: Notwithstanding that a continued prosecution applica- 
tion is assigned the application number of the prior application, the 
filing date of the continued prosecution application is the date on 
which the request for such continued prosecution application was 





Fesruary 20, 2001 


filed (§ 1.53(d)). While the filing date of the continued prosecution 
application is relevant to establishing the copendency required by 
35 U.S.C. 120 and§ 1.78(a) between the continuedprosecution 
application and the prior application, the filing date of a continued 
prosecution application will never be relevant to the term under 35 
U.S.C. 154(b) of any patent issuing from the continued prosecu- 
tion application. 


Any continued prosecution application under § 1.53(d) will be 
filed on or after June 8, 1995, and will claim the benefit of an 
earlier application as a continuation or divisional application. 
Section 1.53(d)(7) specifically provides that: 


A request for an application under this paragraph is the specific 
reference required by 35 U.S.C. 120 to every application assigned 
the application number identified in such request. No amendment 
in an application under this paragraph shall delete this specific 
reference to any prior application. 


Thus, an application under § 1.53(d) cannot be amended to delete 
the specific reference to the prior application, as well as the 
specific reference to any application to which the prior application 
contains a specific reference under 35 U.S.C. 120, 121, and 365(c). 
As an application under § 1.53(d) will also contain a specific 
reference to at least one other application under 35 U.S.C. 120, 
121, and 365(c), the expiration date under 35 U.S.C. 154(b)(2) of 
any patent issuing from the application under § 1.53(d) will be 
based upon the filing date of the prior application (or the earliest 
application to which the prior application contains a specific 
reference under 35 U.S.C. 120, 121, and 365(c)). 


Comment 31: One comment argued that the Office should address 
not only the filing requirements for continuing applications, but 
also the cause of the filing of continuing applications. The 
comment specifically argued that the current second action final 
practice should be reevaluated as an applicant no longer has an 
incentive to delay the prosecution of an application due to Pub. L. 
103-465. 


Response: The suggestion is being taken under advisement as part 
of a comprehensive effort by the Office to reengineer the entire 
patent process. However, it should be noted that any changes to the 
current second action final practice to provide additional exami- 
nation of an application prior to a final Office action would 
necessitate a corresponding increase in patent fees. 


Comment 32: One comment suggested that the Office simply 
eliminate the “true copy” requirement of § 1.60, rather than add 
new provisions permitting the use of a copy of the oath or 
declaration of a prior application. The comment also suggested 
that the Office simply amend § 1.62 to eliminate the requirement 
that the Office assign a new application number to the application, 
rather than add a new § 1.53(d). 


Response: The amendments to § 1.53 do not simply make minor 
changes to §§ 1.60 and 1.62. Sections 1.60 and 1.62 are anachro- 
nisms that have outlived their usefulness. A significant number of 
applications filed under § 1.60 do not meet the requirements of § 
1.60 (and, as such are improper), but would be proper under § 1.53 
(in the absence of a reference to § 1.60). The elimination of § 1.60 
will result in a reduction in the Office’s burden in treating and the 
applicant’s burden in correcting these improper applications under 
§ 1.60, as such applications would generally have been proper 
applications if filed under § 1.53 (without a reference to § 1.60). 
Section 1.63(d) retains most of the benefits of § 1.60, but 
eliminatesthe filing “traps” of § 1.60. 


Section 1.62 practice also causes problems concerning its prohi- 
bition against including a new or substitute specification, and its 
permitting the filing of a continuation-in-part. To avoid continued 
prosecution application practice under § 1.53(d) being confused 
with the former file-wrapper-continuation practice under § 1.62, 
the Office has deemed it advisable to use a new § 1.53(d) rather 
than § 1.62 in regard to continued prosecution application practice. 


Comment 33: One comment stated that the Office should anticipate 
the filing of applications containing a reference to § 1.60 or § 1.62 
for some period. 
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Response: That applications containing a reference to §§ 1.60 or 
1.62 will continue to be filed has been anticipated. The treatment 
of such applications is discussed infra with respect to the elimi- 
nation of §§ 1.60 and 1.62. 


Comment 34: One comment stated that the safeguard in § 1.60 
concerning the filing of an application lacking all of the pages of 
specification or sheets of drawings of the prior application has not 
been retained in § 1.53(b). The comment suggested that § 1.53 
contain a presumption that a continuation or divisional be pre- 
sumed, absent evidence to the contrary, to be the filing of an 
application identical to the prior application. 


Response: The Court of Customs and Patent Appeals (CCPA) has 
held that a mere reference to another application, patent, or 
publication is not an incorporation of anything therein into the 
application containing such reference. See In re de Seversky, 474 
F.2d 671, 177 USPQ144 (CCPA 1973); see also Dart Industries v. 
Banner, 636 F.2d 684, 207 USPQ 273 (CCPA1980) (related 
decision). These decisions relied upon Jn re Lund, 376 F.2d 982, 
153 USPQ625 (CCPA 1967), which considered the incorporation 
by reference issue in the context of whether a prior art patent 
adequately incorporated by reference a prior application. The 
court, in Lund, specifically stated: 


There is little in the term “continuation-in-part” which would 
suggest to the reader of the patent that a disclosure of the nature of 
Example 2 is present in the earlier application and should be 
considered a part of the patent specification. Thus, we cannot agree 
that the subject matter of claim 3 is tacitly “described” in the 
Margerison patent within the meaning of § 102(e). 


Id. at 989, 153 USPQ 631-32 (footnote discussing the definition of 
“continuation-in-part” as set forth in MPEP 201.08 omitted). 
While the holdings in Dart Industries, de Seversky and Lund 
appear to be based upon the definitions of the various categories of 
continuing applications set forth in the MPEP (and thus could be 
changed by a revision to the MPEP), the Office is not at this time 
inclined to disturb settled law in this area. 


Nevertheless, an applicant may incorporate by reference the prior 
application by including, in the continuing application-as-filed, a 
statement that such specifically enumerated prior application or 
applications are “hereby incorporated herein by reference.” The 
inclusion of this incorporation by reference of the prior applica- 
tion(s) will permit an applicant to amend the continuing applica- 
tion to include any subject matter in such prior application(s), 
without the need for a petition. 


Section 1.54; Section 1.54(b) is amended to add the phrase “unless 
the application is an application filed under § 1.53(d).” To 
minimize application processing delays in applications filed under 
§ 1.53(d), such applications will not be processed by the Office of 
Initial Patent Examination as new applications. 


No comments were received regarding the proposed change to § 
1.54 


Section 1.55: Section 1.55(a) is amended to remove the require- 
ment that the statement be verified in accordance with the change 
to §§ 1.4(d)(2) and 10.18. 


No comments were received regarding the proposed change to § 
1.55. 


Section 1.59: Section 1.59 is amended: (1) by revising the title to 
indicate that expungement of information from an application file 
would come under this section; (2) by revising the existing 
paragraph and designating it as paragraph (a)(1); and (3) by adding 
paragraphs (a)(2),(b) and (c). Section 1.59(a)(1) retains the general 
prohibition on the return of information submitted in an applica- 
tion, but no longer limits that prohibition to an application that has 
been accorded a filing date under § 1.53. The portion of the 
paragraph relating to the Office furnishing copies of application 
papers has been shifted to new paragraph (c). Section 1.59(a)(2) 
makes explicit that information, forming part of the original 
disclosure (i.e., written specification including the claims, draw- 
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ings, and any preliminary amendment specifically incorporated 
into an executed oath or declaration under §§ 1.63 and 1.175) will 
not be expunged from the application file. 


Section 1.59(b) provides an exception to the general prohibition of 
paragraph (a) on the expungement and return of information and 
would allow for such when it is established to the satisfaction of 
the Commissioner that the requested expungement and return is 
appropriate. Section 1.59(b) covers the current practice set forth in 
MPEP 724.05 where information is submitted as part of an 
information disclosure statement and the submitted information 
has initially been identified as trade secret, proprietary, and/or 
subject to a protective order and where applicant may file a 
petition for its expungement and return that will be granted upon 
a determination by the examiner that the information is not 
material to patentability. Any such petition should be submitted in 
reply to an Office action closing prosecution so that the examiner 
can make a determination of materiality based on a closed record. 
Any petition submitted earlier than close of prosecution may be 
dismissed as premature or returned unacted upon. In the event 
pending legislation for pre-grant publication of applications, which 
provides public access to the application file, is enacted, then the 
timing of petition submissions under this section will be reconsid- 
ered 


Petitions to expunge were formerly considered under § 1.182, with 
the Office of Petitions consulting with the examiner on the 
materiality of the information at issue prior to rendering a decision. 
A possible result of the amendment to § 1.59 would be to have 
petitions under § 1.59 to expunge simply decided by the examiner 
who determines the materiality of the information. 


Comment 35: One comment suggested that petitions to expunge 
under § 1.59 should be decided by Group Directors or officials in 
the Office of Petitions, rather than by examiners. The comment 
argued that any individual examiner would decide such a petition 
so rarely that it would be difficult to produce uniform and 
consistent decisions. 


Response: The preamble has been amended to reflect that a 
possible result of the rule change is to have petitions under § 1.59 
decided by the examiners. The heart of most petitions to expunge 
is a determination as to whether the material sought to be 
expunged is material to examination, a matter that is now referred 
to examiners prior to a decision on the petition. Given the major 
role examiners now play in expungement matters, it is not clear 
why examiners would be rendering inconsistent decisions, particu- 
larly as so many other matters are routinely assigned to examiners 
including petitions under § 1.48. Nevertheless, the comment is not 
germane to § 1.59 as proposed (or adopted), but concerns the 
internal Office delegation of such petitions for consideration. 
Moreover, a petition to expunge a part of the original disclosure 
would have to be filed under § 1.183 and would continue to be 
decided in the Office of Petitions. 


Comment 36: A comment in requesting some examples of things 
that may be expunged asked whether a design code listing as an 
appendix in an application may be expunged. 


Response: The standard set forth in paragraph (b) of § 1.59 permits 
information other than what is enumerated in paragraph (a) of the 
section to be expunged if it is established to the satisfaction of the 
Commissioner that the return of the information is appropriate. 
The types of information and rationales why the information may 
be returned are varied and will be evaluated on a case-by-case 
basis with the basic inquiry being whether the information is 
material to examination of the application. However, to the extent 
that an appendix to a specification of an application is considered 
part of the origina! disclosure it cannot be expunged from the file 
under § 1.59(a)(2). 


Section 1.59(b) also covers information that was unintentionally 
submitted in an application, provided that: (1) the Office can effect 
such return prior to the issuance of any patent on the application in 
issue; (2) it is stated that the information submitted was uninten- 
tionally submitted and the failure to obtain its return would cause 
irreparable harm to the party who submitted the information or to 
the party in interest on whose behalf the information was submit- 
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ted; (3) the information has not otherwise been made public; (4) 
there is a commitment on the part of the petitioner to retain such 
information for the period of any patent with regard to which such 
information is submitted; and (5) it is established to the satisfac- 
tion of the Commissioner that the information to be returned is not 
material information under § 1.56. A request to return information 
that has not been clearly identified as information that may be later 
subject to such a request by marking and placement in a separate 
sealed envelope or container shall be treated on a case-by-case 
basis. It should be noted that the Office intends to start electronic 
scanning of all papers filed in an application, and the practicality 
of expungement from the electronic file created by a scanning 
procedure is not as yet determinable. Applicants should also note 
that unidentified information that is a trade secret, proprietary, or 
subject to a protective order that is submitted in an Information 
Disclosure Statement may inadvertently be placed in an Office 
prior art search file by the examiner due to the lack of such 
identification and may not be retrievable. 


Section 1.59(b) also covers the situation where an unintended 
heading has been placed on papers so that they are present in an 
incorrect application file. In such a situation, a petition should 
request return of the papers rather than transfer of the papers to the 
correct application file. The grant of such a petition will be 
governed by the factors enumerated above in regard to the 
unintentional submission of information. Where the Office can 
determine the correct application file that the papers were actually 
intended for, based on identifying information in the heading of the 
papers (e.g., Application number, filing date, title of invention and 
inventor(s) name(s)), the Office will transfer the papers to the 
correct application file for which they were intended without the 
need of a petition. 


Section 1.59(c) retains the practice that copies of application 
papers will be furnished by the Office upon request and payment 
of the cost for supplying such copies. 


Section 1.60: Section 1.60 is removed and reserved. 


Section 1.60 is now unnecessary due to the amendment to § 
1.63(d) to expressly permit the filing in a continuation or divisional 
application using a copy of the oath or declaration filed in the prior 
application, and to provide (§ 1.63(d)(2)) for the filing of a 
continuation or divisional application by all or by fewer than all 
the inventors named in a prior application. 


See comments relating to § 1.53. 
Section 1.62: Section 1.62 is removed and reserved. 


Section 1.62 is unnecessary due to the addition of § 1.53(d) to 
permit the filing of a continued prosecution application. 


It is anticipated that applications purporting to be applications filed 
under §§ 1.60 or 1.62 will be filed until the deletion of §§ 1.60 and 
1.62 become well known among patent practitioners. An applica- 
tion purporting to be an application filed under § 1.60 will simply 
be treated as a new application filed under § 1.53 (ie., the 
reference to§ 1.60 will simply be ignored). 


Applications purporting to be an application filed under § 1.62 will 
be treated as continued prosecution applications under § 1.53(d), 
and those applications that do not meet the requirements of § 
1.53(d) (e.g., continuation-in-part applications or continuations or 
divisional of applications filed before June 8, 1995) will be treated 
as improper continued prosecution applications under § 1.53(d). 
Such an improper application under § 1.53(d) may be accepted and 
treated as a proper application under § 1.53(b) by way of petition 
under § 1.53(e) (and submission of the $130 fee pursuant to § 
1.17(i)). 


A petition under § 1.53(e) to accept and treat an improper 
application under § 1.53(d) as a proper application under § 1.53(b) 
must include: (1) the $130 petition fee; (2) a true copy of the 
complete application designated as the prior application in the 
purported § 1.62 application papers; (3) any amendments entered 
in the prior application; and (4) any amendments submitted but not 
entered in the prior application and directed to be entered in the 
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purported § 1.62 application papers. In an application purporting 
to be a continuation or divisional application under § 1.62, the true 
copy of the prior application will constitute the original disclosure 
of the application under § 1.53(b), and any amendments entered in 
the prior application or not entered in the prior application but 
directed to be entered in the purported § 1.62 application papers 
and submitted with the § 1.53(e) petition will be entered in the 
application under § 1.53(b) and considered by the examiner for 
new matter under 35 U.S.C. 112, 41, and 132. In an application 
purporting to be a continuation-in-part application under § 1.62, 
the true copy of the prior application, any amendments entered in 
the prior application or not entered in the prior application but 
directed to be entered in the purported § 1.62 application papers 
and submitted with the § 1.53(e) petition, and any preliminary 
amendment submitted with the purported § 1.62 application will 
constitute the original disclosure of the application under § 
1.53(b). 


See comments relating to § 1.53. 


Section 1.63: Section 1.63(a)(3) is amended to require the post 
office address to appear in the oath or declaration and to have the 
requirement from § 1.41(a) for the full names of the inventors 
placed therein. 


Comment 37: Two comments raised the issue regarding the 
continued requirement that both a post office address and a 
residence be supplied and indicated that the residence is not 
required by statute, the post office address is sufficient for 
communication purposes, and that the burden of submitting both 
far outweighs the infrequent need to contact any particular 
inventor by passing counsel so that the residence alone should be 
sufficient. 


Response: Under the proposed comment the applicants would still 
be required to submit either the residence or post office address. To 
request that they also supply the other or state that both are the 
same is not seen to be a significant burden as the information is to 
be supplied on the oath or declaration form that they must sign 
anyway and spaces can be provided to ensure that the information 
is supplied. While neither the residence nor the post office address 
are statutory requirements, the Office requires this information for 
the applicant’s benefit. As more than one person may have the 
same name, a person’s name is often not sufficient to provide a 
unique identification of the inventor. Thus, the Office also requires 
an inventor’s residence (which is not required to be sufficiently 
detailed to suffice as a post office address) to specifically identify 
the person(s) named in the oath or declaration as the inventor(s), 
which is a common practice for legal documents. The post office 
address is also required in the event that the Office finds it 
necessary to directly contact the inventor(s). It is not uncommon 
for an inventor to revoke a power of attorney or authorization of 
agent in a paper providing no address for future correspondence 
from the Office. Also, the Office will need to directly contact the 
inventor if the Office is notified of the death of a sole attorney or 
agent of record (MPEP 406). 


Section 1.63(d) is amended to: (1) relocate its current language in 
a new § 1.63(e); and (2) provide that a newly executed oath or 
declaration is not required under § 1.51(b)(2) and 1.53(f) in a 
continuation or divisional application filed by all or by fewer than 
all of the inventors named in a prior nonprovisional application 
containing an oath or declaration as prescribed by § 1.63, provided 
that a copy of the executed oath or declaration filed in the prior 
application is submitted for the continuation or divisional appli- 
cation and the specification and drawings filed in the continuation 
or divisional application contain no matter that would have been 
new matter in the prior application. The copy of the oath or 
declaration must show the signature of the inventor(s) or contain 
an indication thereon that the oath or declaration was signed (e.g., 
the notation “/s/* on the line provided for the signature). 


A continuation or divisional application may be filed under 35 
U.S.C. 111(a) using the procedures set forth in § 1.53(b), by 
providing either: (1) a copy of the prior application, including a 
copy of the oath or declaration in such prior application, as filed; 
or (2) a new specification and drawings and a copy of the oath or 
declaration as filed in the prior application so long as no matter is 


U.S. PATENT AND TRADEMARK OFFICE 


1243 TMOG 759 
(241) 


included in the new specification and drawings that would have 
been new matter in the prior application. The specification and 
drawings of a continuation or divisional application is not limited 
to a reproduction or “true copy” of the prior application, but may 
be revised for clarity or contextual purposes vis-a-vis the prior 
application in the manner that an applicant may file a substitute 
specification (§ 1.125) or amend the drawings of an application so 
long as it does not result in the introduction of new matter. Of 
course, 35 U.S.C. 115 requires that a supplemental oath or 
declaration meeting the requirements of § 1.63 be filed in the 
continuation or divisional application, if a claim is allowed in the 
continuation or divisional application which is drawn to subject 
matter originally shown or described in the prior application but 
not substantially embraced in the statement of the invention or 
claims originally presented in the prior application as filed. See § 
1.67(b). 


The patent statute and rules of practice do not require that an oath 
or declaration include a date of execution, and the Examining 
Corps has been directed not to object to an oath or declaration as 
lacking either a recent date of execution or any date of execution. 
The applicant’s duty of candor and good faith including compli- 
ance with the duty of disclosure requirements of § 1.56 is 
continuous and applies to the continuing application. 


A new application containing a copy of an oath or declaration 
under § 1.63 referring to an attached specification is indistinguish- 
able from a continuation or divisional application containing a 
copy of an oath or declaration from a prior application submitted 
pursuant to § 1.63(d). Unless an application is submitted with a 
statement that the application is a continuation or divisional 
application (§ 1.78(a)(2)), the Office will process such application 
as a new non-continuing application. Applicants are advised to 
clearly designate any continuation or divisional application as such 
to avoid the issuance of a filing receipt that does not indicate that 
the application is a continuation or divisional. 


To continue the practice in § 1.60(b)(4) of permitting the filing of 
a continuation or divisional application by all or by fewer than all 
of the inventors named in a prior application without a newly 
executed oath or declaration, new § 1.63(d)(2) provides that the 
copy of the oath or declaration submitted for a continuation or 
divisional application under§ 1.63(d) must be accompanied by a 
statement from applicant, counsel for applicant or other authorized 
party requesting the deletion of the names of the person or persons 
who are not inventors in the continuation or divisional application. 
Where the continuation or divisional application and copy of the 
oath or declaration from the prior application is filed without a 
statement from an authorized party requesting deletion of the 
names of any person or persons named in the prior application, the 
continuation or divisional application will be treated as naming as 
inventors the person or persons named in the copy of the executed 
oath or declaration from the prior application. Accordingly, if a 
petition under § 1.48(a) or (c) was granted in the prior application, 
an oath or declaration filed in a continuation or divisional 
application pursuant to § 1.63(d) should be the oath or declaration 
also executed by the added inventor(s). For situations where an 
inventor or inventors are to be added in a continuation or 
divisional application, see § 1.63(d)(5). 


The statement requesting the deletion of the names of the person 
or persons who are not inventors in the continuation or divisional 
application must be signed by person(s) authorized pursuant to § 
1.33(b) to sign an amendment in the continuation or divisional 
application. 


Section 1.63(d)(3) provides for the situation in which the executed 
oath or declaration of which a copy is submitted for a continuation 
or divisional application was originally filed in a prior application 
accorded status under § 1.47. Section 1.63(d)(3)(i) requires a copy 
of any decision granting a petition to accord § 1.47 status to such 
application, unless each nonsigning inventor(s) or legal represen- 
tative (pursuant to §§ 1.42 or 1.43) has filed an oath or declaration 
to join in an application of which the continuation or divisional 
application claims a benefit under 35 U.S.C. 120, 121 or 365(c). 
Where a nonsigning inventor or legal representative (pursuant to 
1.42 or 1.43) subsequently joins in any application of which the 
continuation or divisional application claims a benefit under 35 
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U.S.C. 120, 121 or 365(c), § 1.63(d)(3)(ii) also requires a copy of 
any oath or declaration filed by an inventor or legal representative 
to subsequently join in such application. 


Section 1.63(d)(4) provides that where the power of attorney (or 
authorization of agent) or correspondence address was changed 
during the prosecution of the prior application, the change in 
power of attorney (or authorization of agent) or correspondence 
address must be identified in the continuation or divisional 
application, or the Office may not recognize in the continuation or 
divisional application the change of power of attorney (or autho- 
rization of agent) or correspondence address during the prosecu- 
tion of the prior application. 


A newly executed oath or declaration will continue to be required 
in a continuation or divisional application naming an inventor not 
named in the prior application, or a continuation-in-part applica- 
tion, and § 1.63(d)(5) expressly states that a newly executed oath 
or declaration must be filed in a continuation or divisional 
application naming an inventor not named in the prior application. 


New § 1.63(e) provides that a newly executed oath or declaration 
must be filed in a continuation-in-part application, which applica- 
tion may name all, more, or fewer than all of the inventors named 
in the prior application, and includes the language relocated from 
former § 1.63(d) concerning an oath or declaration in a continu- 
ation-in-part application. 


Comment 38: One comment suggested that the practice of permit- 
ting the use of an executed oath or declaration of a prior 
application creates a trap for the unwary in the situation in which 
an applicant believes in error that no new matter has been added in 
the “continuation” application and does not file a new declaration. 


Response: The situation outlined in the comment is less of a trap 
for the unwary than the situation in which an applicant files a 
substitute specification and believes in error that no new matter has 
been added, in that the error in the “continuation” may be 
corrected by redesignation of the application as a continuation-in- 
part and the filing of a new oath or declaration. Nevertheless, it 
remains the applicant’s responsibility to review any substitute 
specification or new specification submitted for a continuation 
application to determine that it contains no new matter. See MPEP 
608.01(q). An applicant is advised to simply file a continuing 
application with a newly executed oath or declaration when it is 
questionable as to whether the continuing application adds mate- 
rial that would have been new matter if presented in the prior 
application. 


Comment 39: One comment suggested that the option of submit- 
ting “a copy of an unexecuted oath or declaration, and a statement 
that the copy is a true copy of the oath or declaration that was 
subsequently executed and filed to complete . . . the most 
immediate prior national application for which priority is claimed 
under 35 U.S.C. 120, 121 or 365(c)” was strange at best as the 
applicant or representative should have a copy of the oath or 
declaration that was filed to complete the prior application or could 
obtain one from Office records. 


Response: The suggestion is adopted. Section 1.63(d) as adopted 
provides that: “[a] newly executed oath or declaration is not 
required under § 1.51(b)(2) and § 1.53(f) in a continuation or 
divisional application filed by all or by fewer than all of the 
inventors named in a prior nonprovisional application containing 
an oath or declaration as prescribed by paragraphs (a) through (c) 
of this section, provided that a copy of the executed oath or 
declaration filed in the prior application is submitted for the 
continuation or divisional application.” 


Comment 40: One comment questioned whether § 1.53 (or § 1.63) 
is consistent with § 1.48 as to whether the oath or declaration filed 
in a continuing application adding an inventor must be executed by 
all of the inventors, or just the added inventor. 


Response: The oath or declaration filed in a continuing application 
adding an inventor or a continuation-in-part application must name 
and be executed by all of the inventors. Sections 1.48 and 1.63(e) 
are consistent in this regard. 
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Comment 41: One comment questioned whether, in a continuation 
or divisional application following a chain of continuation or 
divisional applications, the copy of the executed oath or declara- 
tion may be a copy of the oath or declaration filed in the immediate 
prior application (which may itself be a copy of an oath or 
declaration from a prior application), or must be a direct copy of 
the originally executed oath or declaration. 


Response: Section 1.63(d) requires a copy of the oath or declara- 
tion from the prior application. In instances in which the oath or 
declaration filed in the prior application is itself a copy of an oath 
or declaration from a prior application, either a copy of the copy of 
the oath or declaration in the prior application or a direct copy of 
the original oath or declaration is acceptable, as both are a copy of 
the oath or declaration in the prior application. See § 1.4(d)(1)(ii). 


Section 1.67: Section 1.67 paragraph (b) is amended to change “§ 
1.53(d)(1)” to “§ 1.53(f)” for consistency with § 1.53. 


No comments were received regarding § 1.67. 


Section 1.69: Section 1.69(b) is amended to remove the require- 
ment that the translation be verified in accordance with the change 
to §§ 1.4(d)(2) and 10.18. Section 1.69(b) is also amended to 
clarify the need for a statement that the translation being offered is 
an accurate translation, as in § 1.52 paragraphs (a) and (d). 


Two comments were received in regard to § 1.69 that also raised 
similar issues in regard to § 1.52, which comments are treated with 
§ 1.52. 


Section 1.78: Section 1.78(a)(1) is amended to remove the 
references to §§ 1.60 and 1.62 in view of the deletion of §§ 1.60 
and 1.62, and to include a reference to an “international applica- 
tion entitled to a filing date in accordance with PCT Article 11 and 
designating the United States of America.” Section 1.78(a)(2) is 
amended for consistency with the changes to § 1.53, and to 
provide that “(t]he identification of an application by application 
number under this section is the specific reference required by 35 
U.S.C. 120 to every application assigned that application number.” 


No comments were received regarding the proposed change to § 
1.78. 


Section 1.84: Section 1.84(b) is amended by removing references 
to the filing of black and white photographs in design applications 
as unnecessary in view of the reference in § 1.152 to § 1.84(b). 
Section 1.84 paragraphs (c) and (g) are amended for consistency in 
regard to the English equivalents (5/8 inch.) for 1.5 cm. 


No adverse comments were received regarding the proposed 
change to § 1.84. 


Section 1.91: The title of § 1.91 is amended to clarify that a certain 
type of material is not generally admitted in the file record by 
substitution of “admitted” for “required.” 


Section 1.91 is also amended to clarify the type of material that is 
not generally admitted into the file record of an application. 
Section 1.91(a) specifically requires a petition (with the fee set 
forth in § 1.17(i)) including an appropriate showing why entry of 
the model or exhibit into the file record is necessary to demonstrate 
patentability, unless the model or exhibit: (1) substantially con- 
forms with § 1.52 or § 1.84; or (2) was required by the Office. 


Section 1.9] is also amended to state that a model, working model 
or other physical exhibit, whose submission by applicants is 
generally not permitted, may be required by the Office if deemed 
necessary for any purpose in the examination of the application. 
This language is moved from § 1.92. 


Comment 42: Several adverse comments were received expressing 
concern that the addition of the term “exhibits” to the bar against 
admission of models, unless specifically required by the Office, 
would prevent applicants from making their best possible case for 
patentability, and that exhibits would be interpreted by the Office 
as barring two-dimensional as well as three-dimensional exhibits. 
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Response: The preamble of the proposed rule indicated that the 
change to the rule is in the nature of a clarification and not a 
change in practice. Further clarification has been added to the rule 
by reference to § 1.52 or § 1.84 and to the instant discussion of the 
rule to indicate that the use of the term “exhibits” is in the nature 
of other three-dimensional models, such as videos, and will not bar 
two-dimensional exhibits currently being accepted. Additionally, a 
petition route has been added to the rule that would permit entry of 
three-dimensional models or exhibits where they are necessary to 
establish patentability. Section 1.91 is also amended to expressly 
provide for the filing of a petition thereunder (rather than to require 
the filing of a petition under § 1.183) such that an applicant may 
gain entry of a model or exhibit, without a showing of an 
extraordinary situation where justice requires grant of the relief 
sought. 


The fact that a three-dimensional model or exhibit will not 
generally be entered in the record absent an appropriate showing 
does not prevent an applicant from showing the exhibit to the 
examiner for purposes of clarifying the examiner’s understanding 
of the invention and reducing the model or exhibit to two- 
dimensional conformance with § 1.52 or § 1.84 for entry of that 
reduction to the record (which issues are separate and distinct from 
the questions as to whether the later presented material was 
originally required for an understanding of the invention and its 
subsequent addition being subject to a new matter objection under 
35 U.S.C.132). 


Due to the unusual difficulties of storage for three-dimensional 
materials and little demonstrated need for their presence in the file 
record over what would be provided for via petition under § 1.91, 
it is not seen to be appropriate to permit unrestricted entry of 
three-dimensional exhibits in the file record. 


Section 1.92: Section 1.92 is removed and reserved and the 
language transferred to § 1.91(b) for improved contextual pur- 
poses. 


No comments were received regarding the proposed change to § 
1.92. 


Section 1.97: Sections 1.97(c) through (e) are amended by 
replacement of “certification” by “statement” (see comments 
relating to § 1.4(d)), and by clarifying the current use of “state- 
ment” by the terms “information disclosure.” 


Section 1.97(e)(2) is further amended to replace “or” by “and” to 
require that no item of informatior contained in the information 
disclosure statement was cited in a communication from a foreign 
patent office in a counterpart foreign application, and, to the 
knowledge of the person signing the statement, after making 
reasonable inquiry, no item of information contained in the 
information disclosure was known to any individual designated in 
§ 1.56(c) more than three months prior to the filing of the 
information disclosure statement. The use of “and” rather than 
“or” is in keeping with the intent of the rule as expressed in the 
MPEP609(B)(2)(ii), that the conjunction be conjunctive rather 
than disjunctive. The mere absence of an item of information from 
a foreign patent office communication was clearly not intended to 
represent an opportunity to delay the submission of the item when 
known more than three months prior to the filing of an information 
disclosure statement to an individual having a duty of disclosure 
under § 1.56. 


No comments were received regarding the proposed change to § 
1.97. 


Section 1.101: Section 1.101 is removed and reserved as relating 
to internal Office instructions. 


Comment 43: A number of comments opposed the deletion of the 
rules that solely govern Office procedure. The reasons given for 
this opposition are: (1) the Office should subject its procedures to 
the notice and comment provisions of the Administrative Proce- 
dure Act (APA); (2) the inclusion of such procedures in the rules 
of practice imparts the force and effect of law to such procedures: 
(3) the greater deference given to procedures set forth in the rules 
of practice, rather than the MPEP. during court action. 
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Response: The CCPA has held that applicants before the Office are 
entitled to rely not onlyon the patent statute and rules of practice, 
but on the provisions of the MPEP, during the prosecution of an 
application for patent. See In re Kaghan, 387 F.2d 398, 401, 156 
USPQ130, 132 (CCPA 1967). Thus, there is in practice little, if 
any, benefit to applicants before the Office in having the Office 
procedure set forth in the rules of practice, rather than the MPEP. 
In any event, no comment pointed to any specific decision, and the 
Office is not aware of any decision, in which the result turned on 
the inclusion of Office procedure in the rules of practice (rather 
than simply in the MPEP). 


Nevertheless, in view of the concern expressed in the comments as 
to the rules of practice setting forth the fundamentals of the 
examination of an application, the Office will retain the substance 
of §§ 1.104 and 1.105 in the rules of practice. See In re Phillips, 
608 F.2d 879,883 n.6, 203 USPQ 971, 974 n.6 (CCPA 1979) 
(although irrelevant to the result, the Office was criticized for 
piecemeal examination contrary to §§ 1.104 and 1.105). The 
substance of §§ 1.104, 1.105, 1.106, 1.107, and 1.109, however, 
will be combined into § 1.104 paragraphs (a)-(e). 


The Office will also retain § 1.351 in the rules of practice, as it has 
been relied upon as the notice that the Office will provide 
concerning changes to the rules of practice in 37 CFR Part 1. See 
In re Nielson, 816 F.2d 1567, 1571, 2 USPQ2d 1525, 1527 (Fed. 
Cir. 1987). Finally, the Office will retain § 1.181 paragraphs (d), 
(e), and (g) to avoid confusing petition practice, and § 1.325 to 
avoid confusion as to the requirements for correction of a patent. 


The Office, however, will delete §§ 1.101, 1.108, 1.122, 1.184, 
1.318, and 1.352 from 37 CFR Part 1. The procedures set forth in 
§§ 1.101, 1.122, 1.184 and 1.318 do not provide meaningful 
safeguards to applicants (e.g., § 1.101 does not ensure or give an 
applicant the right to examination of an application within any 
reasonably specific time frame). The proscription in § 1.108 is 
simply an administrative instruction based upon the fact that, 
unless otherwise publicly available, abandoned applications do not 
constitute prior art under 35 U.S.C. 102 (and thus 103). Finally, as 
former § 1.352 included a “whenever required by law” prerequi- 
site, it provided no independent requirement that the Office publish 
proposed rule changes for comment. 


Section 1.102: Section 1.102(a) is amended to remove the require- 
ment that the showing be verified in accordance with the change to 
§§ 1.4(d)(2) and 10.18. 


No comments were received regarding the proposed change to § 
1.102. 


Section 1.103: Section 1.103(a) is amended by replacement of 
“response” with “reply” in accordance with the change to § 1.111. 


No comments were received regarding the proposed change to § 
1.103. 


Section 1.104: Section 1.104 is amended to include paragraphs (a) 
through (e) including the substance of former §§ 1.104, 1.105, 
1.106, 1.107, and 1.109. The re-writing of §§ 1.104, 1.105, 1.106, 
1.107, and 1.109 as § 1.104(a) through (e) involves no change in 
substance. 


See comment relating to § 1.101. 


Section 1.105: Section 1.105 is removed and reserved as the 
subject matter was transferred to § 1.104(b). 


See comment relating to § 1.101. 


Section 1.106: Section 1.106 is removed and reserved as the 
subject matter was transferred to § 1.104(c). 


See comment relating to § 1.101. 


Section 1.107: Section 1.107 is removed and reserved as the 
subject matter was transferred to § 1.104(d). 


See comment relating to § 1.101. 
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Section 1.108: Section 1.108 is removed and reserved as relating 
to internal Office instructions. 


See comment relating to § 1.101. 


Section 1.109: Section 1.109 is removed and reserved as the 
subject matter was transferred to § 1.104(e). 


See comment relating to § 1.101. 


Section 1.111: Section 1.111 1s amended to consistently refer to a 
“reply” to an Office action. The prior section used the term 
“response” and “reply” in an inconsistent manner and created 
some confusion. Paragraph (b) of § 1.111 is also amended to 
explicitly recognize that a reply must be reduced to a writing 
which must point out the specific distinctions believed to render 
the claims, including any newly presented claims, patentable. It is 
noted that an examiner’s amendment reducing a telephone inter- 
view to writing would comply with § 1.2. 


Comment 44: One comment asked whether pointing out one 
distinction is sufficient or must applicant provide an exhaustive list 
of all distinctions. Additionally, inquiry is made as to whether it is 
sufficient to point out the impropriety of a rejection under 35 
U.S.C. 102 that should have been a rejection under 35 U.S.C. 103, 
or must a rejection under 35 U.S.C. 103 be anticipated and 
answered. 


Response: A distinction should be kept in mind between what is 
necessary for a reply to be considered sufficient to continue 
prosecution of the application and what will advance the applica- 
tion to issuance in the most efficient manner. While pointing out 
only one distinction, such as why a rejection under 35 U.S.C. 102 
is inappropriate, would comply with the requirements of § 1.111, 
advancement of the prosecution of the application would best be 
served by pointing out all possible distinctions, so that if the 
argument for one distinction is not persuasive, another may be. 
Similarly, anticipation of and argument against a rejection under 
35 U.S.C. 103 where a rejection under 35 U.S.C. 102 should have 
been made under 35 U.S.C. 103 could possibly prevent making of 
the rejection under 35 U.S.C. 103 by the examiner and an earlier 
issuance of the application thereby preserving patent term under 
35 U.S.C. 154 as amended by Pub. L. 103-465. 


Comment 45: Three comments pointed to instances where a reply 
would not necessarily require that distinctions be pointed out, such 
as: (1) where context and arguments presented make the distinc- 
tions clear beyond doubt; (2) where a prima facie case has not been 


established or motivation for modification of a reference is 
lacking; (3) a secondary reference is from a nonanalogous art 
improperly combined; or (4) no reference has been applied. 


Response: The comment has been adopted to the extent that the 
paragraph (b) of the rule has been amended to refer to “any” rather 
than “the” applied references. Any argument that would make the 
distinctions clear beyond doubt would seem to require identifica- 
tion of the distinctions therein. Where a reply contains an argument 
that motivation for a modification of a reference made by an 
examiner does not exist, or that a nonanalogous secondary 
reference has been improperly combined, the identification of the 
claim element involved and the particular factual basis that makes 
the modification or combination relating to that claim element 
inappropriate are necessary elements of a reply. That an applicant 
considers a rejection, objection, or other requirement in an Office 
action to be inappropriate does not relieve the applicant of the 
burden under 35 U.S.C. 133 of prosecuting the application to avoid 
abandonment. 


Comment 46: A comment suggested that the requirement for 
supplying claim distinctions for a newly presented claim is at odds 
with the Office’s burden in the first instance of explaining any 
objection or rejection of an applicant’s claim, and that the existing 
requirement that an applicant distinctly and specifically point out 
the errors in the examiner’s action and reply to every ground of 
objection and rejection are sufficient without the added language. 
Another comment noted that it is believed that the rule already 
requires that specific distinctions be supplied and questions what 
new requirements are being added by that additional language 
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Response: To the extent that the already existing language would 
require that claim distinctions be presented, the added language is 
seen to clarify what is required of an applicant in replying to an 
Office action and is not seen to be at odds with the Office’s 
burdenin first going forward with a rejection of the claims. Once a 
claim is rejected, there is a duty on applicants under § 1.111 to 
provide an appropriate reply as defined therein for applicant to be 
entitled to reconsideration or further examination. 


Section 1.112: Section 1.112 is amended to remove as unnecessary 
the statement that “any amendments after a second Office action 
must ordinarily be restricted to the rejection, objections or require- 
ments made in the office action” to reflect actual practice, in which 
amendments after the second action need not be restricted to the 
rejection or the objections or requirements set forth in an Office 
action. The heading of § 1.112 is also amended to add “before final 
action” to clarify that such reconsideration does not apply after a 
final Office action. 


No comments were received regarding the proposed change to § 
1.112. 


Section 1.113: Section 1.113(a) is amended to add “by the 
examiner” after “examination or consideration,” change “objec- 
tions to form” to “objections as to form” for clarity, and replace 
“response” with “reply” in accordance with the change to § 1.111. 


Section 1.113(b) is amended to change “clearly stating the reasons 
therefor” to “clearly stating the reasons in support thereof” for 
clarity. 


Comment 47: A number of comments argued that first action final 
practice should be eliminated without regard to an amendment to 
§ 1.116 as: (1) 35 U.S.C. 132 does not authorize first action final 
practice; and (2) the filing fee paid in a continuing application 
should entitle an applicant to an examination and reexamination in 
the continuing application. 


Response: The argument that 35 U.S.C. 132 does not authorize 
first action final practice has been considered by the Office and 
rejected in In re Bogese, 22 USPQ2d 1821 (Comm’r Pat. 1992). 
Specifically, continuing applications have historically been con- 
sidered part of a continuous proceeding in regard to the prior 
application. /d. at 1827. First action final practice denies an 
applicant the delay inherent in an additional Office action in a 
continuation application, thus compelling the applicant to draft 
claims in a continuation application in view of the prosecution 
history of the parent application (i.¢., the rejections and prior art of 
record in the parent application), and thus make a bona fide effort 
to define the issues for appeal or allowance. /d. at 1824-25. 


In addition, under the current patent fee structure, a significant 
portion of the Office’s costs of examining patent applications is 
recovered through issue and maintenance fees. That is, the filing 
fees required by 35 U.S.C. 41(a)(1)-(4) and § 1.16 for an 
application do not cover the Office’s full costs of examining that 
application pursuant to 35 U.S.C. 131 and 132. Therefore, the 
argument that first action final practice is inherently unfair in view 
of the filing fees paid by the applicant fails to appreciate the 
current patent fee structure. 


Due to the overwhelming opposition to the proposed changes to § 
1.116 to simplify after final practice, the proposed change to § 
1.113 to eliminate first action final practice and the proposed 
changes to § 1.116 to simplify after final practice are not adopted 
in this Finai Rule. The Office will give further consideration to the 
elimination of first action final practice. 


Comment 48: One comment suggested that § 1.113 should be 
clarified to reflect the intent of the rule change that a first action 
final rejection not issue in a continuation application. 


Response: The proposed change to § 1.113 to prohibit a first action 
final rejection is not being adopted. 


Section 1.115: Section 1.115 has been removed and reserved, 
rather than amended to contain the material of former §§ 1.117 
through 1.118, 1.123 and 1.124. The subject matter proposed to be 
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included in § 1.115 has been transferred to § 1.121. The change 
does not constitute a change in substance; the material of the 
deleted sections has simply been rearranged and edited for clarity 
and contextual purposes in § 1.121. The reference in § 1.115(b)(2) 
relating to the rejection of claims containing new matter has not 
been retained in § 1.121 as unnecessary. 


Comment 49: One comment recognizing that the subject matter of 
§ 1.118 is transferred to § 1.115 (now § 1.121) noted that the 
particular material of the second and third sentences of paragraph 
(a) of § 1.118(a) was not so transferred and should be. 


Response: While the exact language of the second and third 
sentences of paragraph (a) of § 1.118 was not transferred to 1.121 
(§ 1.115 as originally proposed), the concept is retained in § 1.121, 
paragraphs (a)(6), (b)(5), and (c)(1), in condensed form. 


Comment 50: One comment objected to the requirement of 
paragraph (d) of § 1.115 (now § 1.121) where a disclosure must be 
amended to secure correspondence between the claims, the speci- 
fication and the drawings. Forcing the specification to parrot the 
language of new claims, where only new claims originally use a 
term not found in the original disclosure and in the original claims, 
is said to impose an undue burden on applicant and jeopardize the 
validity of all the claims if the new term is found to be new matter. 


Response: The comment does not explain why a specification 
containing a later added expression subsequently found to contain 
new matter will adversely affect claims that do not contain that 
expression, particularly if a portion of the specification is retained 
that provides support for claims not containing that expression. 
Additionally, the requirement being criticized is not a new require- 
ment but was material transferred from § 1.117. However, the 
comment was adopted in-part in that § 1.121, paragraphs (a)(5) 
and (b)(4), require only “substantial correspondence” between the 
claims, the remainder of the specification, and the drawings. 


Comment 51: One comment suggested that the term “sketch” in 
paragraph (e) of § 1.115 (now § 1.121) be broadened to “drawing.” 


Response: Sections 1.121(a)(3)(ii) and 1.121(b)(3)(ii)_ recite 
sketch, which has been interpreted by the Office to include a copy. 
The use of sketch is seen to be the broader term in allowing a 
handwritten alteration of a copy of the previously submitted 
drawing to be done without the need for a color copy being 
obtained. 


Comment 52: One comment suggested that paragraph (f) of § 
1.115 (now § 1.121), requiring no interlineations to appear in a 
clause as finally presented, is inconsistent with the requirements of 
§ 1.121 requiring brackets and underlining of the subject matter 
deleted and added. 


Response: The comment was adopted by clarifying § 1.121(a)(iii) 
as adopted by reciting that the interlineation prohibition relates to 
previous amendments being depicted in a subsequent amendment, 
and to limit its applicability to applications other than reissue 
applications (thereby also excluding reexamination proceedings) 
in that all changes from the patent are required to be shown in 
reissue applications and reexamination proceedings. 


Section 1.116: Section 1.116 is amended by adding the phrase “or 
appeal” to its heading. This change clarifies the current practice 
that paragraphs (b) and (c) apply to amendments filed after an 
appeal, regardless of whether the application was subject to a final 
rejection prior to the appeal. 


Section 1.116(a) is also amended for clarity to limit amendments 
after a final rejection or other final action (§ 1.113) to those 
amendments cancelling claims or complying with any requirement 
of form set forth in a previous Office action, and replaces the 
phrase “any proceedings relative thereto” with “any related pro- 
ceedings” for clarity. The amendment does not represent a change 
in practice under § 1.116(a) as was originally proposed, but merely 
a clarification of when an applicant is entitled to entry of an 
amendment under § 1.116(a). 
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Comment 53: Almost every comment relating to the proposed 
change to § 1.116 to limit entry of amendments after a final Office 
action based on simplification of issues for appeal opposed the 
change. The various rationales included: (1) a liberal practice by 
examiners in entering amendments after final rejection based on a 
willingness to engage in significant negotiations after final rejec- 
tion; (2) an increased burden on the Board of Patent Appeals and 
Interferences (Board); (3) a loss of potential patent term under 35 
U.S.C. 154 if refiling an application was routinely required; (4) a 
loss of clarity by applicant and the examiner of theissues involved, 
in that it is frequently only after the second action that the issues 
become clarified, particularly as counsel are not aware of the art 
that may actually be applied against the claims and therefore do 
not submit claims that can read over such art; (5) to the extent the 
need to enter amendments causes refiling of an application, greater 
resources from the Office are required as opposed to simply 
entering the amendment in the prior application; (6) there will be 
an increase in the requests for interviews after first action; (7) the 
change represents encouragement for examiners to cut down on 
papers entered particularly in view of the crediting system; and (8) 
the proposal is not helpful to applicant and is only a revenue 
generator. 


Several alternative suggestions were made including: (1) a fee to 
have amendments after final entered as a matter of right; (2) 
discretion for examiners to enter any amendment should be 
explicitly stated in the rule; (3) consider substantive amendments 
if submitted at least one month in advance of the end of the reply 
period; (4) eliminate applicant's concern for expedited handling of 
§ 1.116 amendments by having a new period for appealing or 
refiling; (5) entry of amendment to solely correct rejections under 
35 U.S.C. 112, 42, should be permitted; (6) first after final 
submission permitted entry under simplification of issuesstandard 
and any subsequent submission would only be permitted under 
standard as proposed without simplification of issues available; (7) 
merging of a dependent claim into an independent claim ought to 
be explicitly permitted as a matter of right; (8) provide a standard 
of entry dependent upon good and sufficient reason as to why the 
amendment after final was not made earlier; (9) permit consider- 
ation of the amendment for allowable subject matter to save 
applicant cost of refiling for such determination; and (10) change 
should be linked with a prohibition on applying a new reference in 
a final rejection. 


Response: In view of the issues raised and the alternative sugges- 
tions presented, it has been determined that further study is 
required. The comments have been adopted solely to the extent 
that the proposed change to delete simplification of issues for 
purpose of appeal, as a basis for entry of an amendment after final 
rejection, will not be implemented at this time. 


Section 1.117: Section 1.117 is removed and reserved as the 
subject matter was transferred to § 1.121. 


No comments were received regarding the proposed change to § 
1.117. 


Section 1.118: Section 1.118 is removed and reserved and its 
subject matter transferred to § 1.121. 


See first comment related to §1.115. 


Section 1.119; Section 1.119 is removed and reserved as duplica- 
tive of the provisions of §§ 1.111 and 1.121. 

No comments were received regarding the proposed change to § 
1.119. 


Section 1.121: Section 1.121, paragraphs (a) through (f), are 
replaced with paragraphs (a) through (c), which separately treat 
amendments in non-reissue nonprovisional applications (para- 
graph (a)), amendments in reissue applications (paragraph (b)), 
and amendments in reexamination proceedings (paragraph (c)). 
The intent of the changes is to retain amendment practice in regard 
to non-reissue applications prior to the changes proposed in the 
Notice of Proposed Rulemaking and to make final the changes in 
amendment practice in regard to reissue applications proposed in 
the Notice of Proposed Rulemaking, except for requiring copies of 
all claims as of the date of submission of an amendment and a 
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constructive cancellation in their absence. Additionally, while 
retaining the previous amendment practice in non-reissue applica- 
tions, the regulations have been clarified by deletion of §§ 1.115, 
1.117 through 1.118, 1.123, and 1.124 and placement of subject 
matter thereof in § 1.121 


Comment 54: Most comments received on the proposed change in 
amendment practice as it relates to non-reissue applications to 
bring it into line with reissue and reexamination amendment 
practices were very negative. In particular, the proposed changes 
to present a complete copy of the claims when any amendment to 
the claims is made, and to hold a constructive cancellation for any 
claim copy not presented were alarming. However, similar com- 
ments were not received in regard to the proposed changes to bring 
reissue and reexamination practice closer together. 


Response: The comments were adopted in that the proposed 
changes, other than clarifications of current practice, will not be 
implemented now and further study will be undertaken to include 
suggestions presented in regard to this rule 


Comment 55: Several comments offered suggestions and re- 
quested clarifications: (1) whether this was an attempt to push the 
practice closer to PCT where substitute pages are used; (2) use of 
different markings such as strikeouts of word processors; (3) only 
requirecomplete copy of claims at issue; (4) only have a status 
listing of all claims not complete copy with each response: (5) 
continuations or divisions should be filed showing markups; (6) 
require only that new claims pages be substituted; (7) objection to 
the submission of a separate complete set of claims in addition to 
the amendments being made; (8) some instances separate set may 
be appropriate and not too much of a burden; and (9) there should 
beexception, liberal reinstatement, or rebuttable presumption for 
constructive cancellation if clerical omission 


Response: Paragraphs (a) and (b) of § 1.121 each separately treat 
amendment of the specification (paragraphs (a)(1) and (b)(1)), and 
of the claims (paragraphs (a)(2) and (b)(2)). In comparing amend- 
ment practice to the specification for non-reissue and reissue 
applications, all amendments in the reissue application are to be 
made relative to (i.e., vis-a-vis) the specification (including the 
claims) and drawings of the original patent as of the date of the 
filing of the reissue application. Changes are shown using under 
lining and bracketing relative to the patent specification. In 
addition, the entire paragraph of disclosure with the changes and 
the entire claim with the changes must be presented, in making the 
amendment. On the other hand, amendments in a non-reissue 
application are to be made relative to prior amendments (with 
underlining and bracketing in a reproduced claim reflecting 
changes made relative to the prior amendment), and insertions and 
deletions can be made without reproducing the entire paragraph of 
disclosure or the entire claim. Further (for a non-reissue applica- 
tion), in amending the text of the disclosure other than the claims, 
changes are not shown by underlining and bracketing, even where 
a paragraph of disclosure is reproduced. 


Paragraph (a) of § 1.121 relaies to amendments in non-provisional 
applications, other than reissue applications, and retains a refer- 
ence to § 1.52. Paragraph (a)(1) relates to the manner of making 
amendments in the specification, other than in the claims. Para- 
graph (a)(1 (i) requires the precise point in the specification to be 
indicated where an addition is to be inserted. Paragraph (a)(1 (ii) 
requires the precise point in the specification to be indicated where 
a deletion is to be made. This should be compared to addition or 
cancellation of material from the patent specification in a reissue 
application (paragraph (b)( 1 )(1i)) or in are examination proceeding 
(§ 1.530(d)(1 (ii), e.g., by way of a copy of the rewritten material) 
An amendment containing deletions mixed with additions will be 
treated according to both paragraphs (ali) and (a)(1 (ii). 
Amendments to the specification, additions or deletions, do not 
require markings, only identification of an insertion point. How- 
ever, where the changes made are not readily apparent the 
applicant may be requested by the examiner to provide an 
explanation of the changes or a marked up copy showing the 
changes made. Paragraph(a)( 1 (iii) provides that to reinstate mat- 
ter previously deleted it must be reinstated by a new amendment 
inserting the matter 
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Paragraph (a)(2) of § 1.121 relates to the manner of making 
amendments in the claims of a non-reissue application. Paragraph 
(a)(2)(i) permits amendment by instructions to the Office for a 
deletion, paragraph (a2)(iA), or for an addition limited to five 
words in any one claim, paragraph (a)2)(i(B). The ability to 
provide directions to the Office for the handwritten deletion ot five 
words or less for each claim does not encompass deletion of 
equations, charts or other non-word material. Paragraph (a)(2)(ii) 
sets forth that a claim may be amended by a direction to cancel the 
claim, or by rewriting the claim with markings showing material to 
be added and deleted. Additionally, previously rewritten claims are 
required to be so marked and not to have interlineations showing 
amendment(s) previous to the one currently being submitted. 


Paragraph (a)(3) of § 1.121 clarifies that amendments to the 
original application drawings for non-reissue applications are not 
permitted and are to be made by way of a substitute sheet for each 
original drawing sheet that is to be amended. The paragraph 
contains material from cancelled § 1.115 


Paragraph (a)(4) of § 1.121 requires that any amendment presented 
in a substitute specification must be presented under the provision 
of this section either prior to or concurrent with the submission of 
the substitute specification. The paragraph contains material from 
cancelled§ 1.115 


Paragraph (a)(5) of § 1.121 requires amendment of the disclosure 
in Certain situations (i.e., to correct inaccuracies of descripuion and 
definition) and to secure substantial correspondence. The para- 
graph contains material from cancelled § 1.117. The previous 
requirement for “correspondence” has been modified by use of 
“substantial correspondence.” See comments to § 1.115. 


Paragraph (a)(6) prohibits the introduction of new matter into the 
disclosure of a non-reissue, non-provisional application 


Paragraph (b) of § 1.121 applies to amendments in reissue 
applications. Paragraph (b)(1) of § 1.121 relates to the manner of 
making amendments to the specification, other than in the claims, 
in reissue applications. Paragraph (b)(1)(i) requires that amend- 
ments including deletions be made by submission of a copy of one 
or more newly added or rewritten paragraphs with markings. 
except that an entire paragraph may be deleted by a statement 
deleting the paragraph without presentation of the text of the 
paragraph. Paragraph (b)(1)(ii) requires indication of the precise 
point in the specification where the paragraph which is being 
amended is located. When a change in one sentence, paragraph or 
page results in only format changes to other pages (e.g., shifting of 
non-amended text to subsequent pages) not otherwise being 
amended, such format changes are not to be submitted. Compare 
to amendments to the specification, other than in the claims, of 
non-reissue applications wherein deletions are permitted, para- 
graph (a)(1)ii) of this section. Paragraph (b)1)(iii) defines the 
marking set forth in paragraph (b)(1 (ii) of this section. Proposed 
paragraph (b)\(1 iii), relating to a requirement for submission of 
all amendments be presented when any amendment to the speci- 
fication is made, was not implemented. 


Paragraph (b\(2) of § 1.121 relates to the manner of making 
amendments to the claims in reissue applications. Paragraph 
(b\(2)i (A) of § 1.121 requires the entire text of each patent claim 
that is being amended by the current amendment and of each claim 
being added by the current amendment. Requests that the Office 
hand-enter changes of five or less words, former § 1.121(c)(2). will 
no longer be permitted. Pending claims, whether previously 
amended or not, that are not being amended by the current 
amendment are not to be resubmitted. This procedure is different 
from § 1.121(a)2\iB). which permits requests that the Office 
hand-enter changes of five or less words in a non-reissue applica- 
tion. Additionally, provision is made for the cancellation of a 
patent claim by a direction to cance! without the need for marking 
by brackets. Paragraph (b\(2)(iB) requires that patent claims not 
be renumbered. Paragraph (b\(2)iC) identifies the type of 
marking required by paragraph (b)(2)(i) A), single underlining for 
added material and single brackets for material deleted. 


Paragraph (b\2)\(1i1) of § 1.121 requires that each amendment 
submission set forth the status (i.e., pending or cancelled) of all 
patent claims and all added claims as of the date of the submission, 
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as not all claims (non-amended claims) are to be presented with 
each submission, paragraph (b)(2)(iv). The absence of submission 
of the claim status would result in an incomplete reply (§ 
1.135(c)). 


Paragraph (b)(2)(iii) of § 1.121 requires that each claim amend- 
ment be accompanied by an explanation of the support in the 
disclosure of the patent for the amendment. The absence of an 
explanation would result in an incomplete reply (§ 1.135(c)). 


Comment 56: One comment requested that the Office clarify how 
an applicant would satisfy this requirement when the amendment 
involves a simple editorial change, or when the amendment uses 
terms that find no explicit support in the patent. 


Response: When it is clear that the amendment simply involves an 
editorial change and doesnot add material for which support in the 
disclosure is required, the reply may simply explain that the 
amendment is merely making an editorial change. When the 
amendment uses terms that find no explicit support in the 
specification, the reply must set forth where the specification 
provides, at least implicitly, support for the amendment as required 
by 35 U.S.C. 1124 1. In addition, an amendment to the specifi- 
cation to secure correspondence between the specification and the 
claims will also be required. See § 1.75(d)(1) and MPEP 
608.01(0). Obviously, an amendment that does not find either 
explicit or at least implicit support in the specification as required 
by 35 U.S.C. 112, 41, is not permitted. See 35 U.S.C. 251, 41, (last 
sentence). 


Proposed paragraphs (b)(2)(iv) and (v) of this section, relating to 
a requirement for presentation of all amendments as of the date 
any amendment to the claims is made, and to the treatment of the 
failure to submit a copy of any added claim as a direction to cancel 
that claim, were not implemented. 


Paragraph (b)(3) of § 1.121 clarifies that amendments to the patent 
drawings are not permitted and that any change must be by way of 
a new sheet of drawings with the amended figures being identified 
as “amended” and with added figures identified as “new” for each 
sheet that has changed. The paragraph contains material from 
cancelled § 1.115. 


Paragraph (b)(4) of § 1.121, added in view of the deletion of § 
1.115 paragraph (d), requires amendment of the disclosure in 
certain situations (i.e., to correct inaccuracies of description and 
definition) and to secure substantial correspondence between the 
claims, the remainder of the specification, and the drawings. The 
previous requirement for “correspondence” has been modified by 
use of “substantial correspondence.” See comments to § 1.115. 


Paragraph (b)(5) of § 1.121, containing material transferred from 
proposed paragraph (b)(2)(vi) (now deleted), clarifies that: (1) No 
reissue patent will be granted enlarging the scope of the claims 
unless applied for within two years from the grant of the original 
patent (additional broadening outside the two-year limit is appro- 
priate as long as some broadening occurred within the two-year 
period, Jn re Doll, 419 F.2d 925, 164 USPQ 218 (CCPA1970)); 
and (2) no amendment may introduce new matter or be made in an 
expired patent. 


Paragraph (b)(6) of § 1.121 has been added to clarify that all 
amendments must be made relative to (i.e., vis-a-vis) the specifi- 
cation (including the claims) and drawings of the original patent as 
of the date of the filing of the reissue application. If there was a 
prior change to the patent (made via a prior reexamination 
certificate, reissue of the patent, certificate of correction, efc.), the 
first amendment must be made relative to the patent specification 
aschanged by the prior proceeding or other mechanism for 
changing the patent. In addition, all amendments subsequent to the 
first amendment must be made relative to the patent specification 
in effect as of the date of the filing of the reissue application, and 
not relative to the prior amendment. 


Paragraph (c) of § 1.121 clarifies that amendments in reexamina- 
tion proceedings are to be made in accordance with § 1.530(d). 
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Section 1.121 as applied to reissue applications does not provide 
for replacement pages whereby a new page would be physically 
substituted for a currently existing page. However, an applicant 
can direct that a page or pages (Page(s) ) be cancelled and 
that updated materials be inserted in its place. 


The wide availability of word processing should enable applicants 
to more easily submit updated material providing greater accuracy 
and thereby eliminating the need for the Office to hand-enter 
amendments. To that end, § 1.125 is amended to reflect current 
practice that a substitute specification may be submitted in an 
application, other than a reissue application, at any point up to 
payment of the issue fee as a matter of right, provided that such 
substitute specification is submitted in compliance with the re- 
quirements set forth in § 1.125. 


Section 1.122: Section 1.122 is removed and reserved as repre- 
senting internal Office instruction. 


See comments related to § 1.101. 


Section 1.123: Section 1.123 is removed and reserved and its 
subject matter transferred to § 1.121 for better context. 


No comments were received regarding the proposed change to § 
1.123. 


Section 1.124: Section 1.124 is removed and reserved and its 
subject matter transferred to § 1.121 for better context. 


No comments were received regarding the proposed change to § 
1.124. 


Section 1.125: Section 1.125 is amended by addition of paragraphs 
(a) through (d). Section 1.125(a) retains the current practice that a 
substitute specification may be required by the examiner and has 
been clarified to note that if the legibility of the application papers 
shall render it difficult to consider the application, the Office may 
require a substitute specification. 


Section 1.125 is amended in view of the continued prosecution 
application under § 1.53(d), to reflect the current liberalized 
practice as set forth in MPEP 608.01(q), and to delete the 
verification requirement for the no new matter statement. See 
comments to § 1.4(d). 


Section 1.125(b) specifically provides for the filing of a substitute 
specification, excluding the claims, at any point up to payment of 
the issue fee, if it is accompanied by: (1) a statement that the 
substitute specification includes no new matter; and (2) a 
marked-up copy of the substitute specification showing the matter 
being added to and the matter being deleted from the specification 
of record (i.e., the specification to be replaced by the substitute 
specification). While § 1.125(b)(2) requires the marked-up copy 
show the additions and deletions, it does not require that such 
additions and deletions be shown by underlining and bracketing. 
Rather, it permits the use of other indicia (e.g., redlining and 
strikeouts) to show additions and deletions so that the document- 
compare feature of conventional word-processing programs can be 
used to produce the marked-up substitute specification. 


Section 1.125(b), as proposed, would have required that a substi- 
tute specification contain only changes that were previously or 
concurrently submitted by an amendment under § 1.121. The 
Office, however, is not adopting this proposal. Creating a copy of 
the substitute specification showing the additions and deletions is 
relatively easy using the document-compare feature of a conven- 
tional word-processing program, when compared to the burden of 
preparing an amendment under § 1.121(a)(1) showing numerous 
changes to a specification. Thus, the Office is adopting the 
requirement currently set forth in MPEP 608.01(q) for a 
marked-up copy of the substitute specification showing the addi- 
tions and deletions. 


Comment 57: One comment stated that it is not clear exactly what 
is to be submitted with the substitute specification under paragraph 
(b)(2) of this section even though paragraph (c) requires it to be in 
clean form without markings. 
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Response: Section 1.125 requires an applicant filing a substitute 
specification to submit:(1) the substitute specification in clean 
form without markings (§ 1.125(c)); (2) a marked-up copy 
showing the additions and deletions relative to the specification it 
is replacing ( § 1.125(b)(2)); and (3) a statement that the substitute 
specification includes no new matter (§ 1.125(b)(1)). 


Section 1.125(c) is amended to clarify that a substitute specifica- 
tion is to be submitted without markings as to amended material. 


Section 1.125(d) does not permit a substitute specification in 
reissue or reexamination proceedings as markings for changes 
from the patent are required therein. 


Section 1.126: Section 1.126 is amended to delete the phrase ”, 
except when presented in accordance with § 1.121(b)* for consis- 
tency with the change to § 1.121. 


No comments were received regarding § 1.126. 


Section 1.133: Section 1.133(b) is amended by replacement of 
“response” with “reply” in accordance with the change to § 1.111. 


No comments were received regarding the proposed change to § 
1.133. 


Section 1.134: Section 1.134 is amended by replacement of 
“response” with “reply” in accordance with the change to § 1.111. 


No comments were received regarding the proposed change to § 
1.134. 


Section 1.135: Section 1.135 paragraphs (a) and (c) are amended 
by replacement of “response” with “reply” in accordance with the 
change to § 1.111. Section 1.135(b) is amended to clarify that the 
admission of or refusal to admit any amendment after final 
rejection, and not just an amendment not responsive to the last 
Office action, shall not operate to save the application from 
abandonment. 


Section 1.135(c) is amended to provide that a new “time period” 
under § 1.134 may be given if a reply to a non-final Office action 
is substantially complete but consideration of some matter or 
compliance with some requirement has been inadvertently omit- 
ted. This replaces the practice in which an applicant may be given 
an opportunity to supply the omission through the setting of a 
“time limit” of one month that is not extendable. Under § 1.135(c) 
as adopted, a one-month shortened statutory time period will 
generally be set enabling an applicant to petition for extensions of 
time under § 1.136(a). Where 35 U.S.C. 133 requires a period 
longer than one month (i.e., actions mailed in the month of 
February), a shortened statutory period of 30 days will be set. 


The setting of a time period for reply under § 1.134 (rather than a 
time limit) results in the date of abandonment (when no further 
reply is filed) being the expiration of the new time period rather 
than the date of expiration of the period of reply set in the original 
Office action for which an incomplete reply was filed. Thus, the 
amendment to § 1.135(c) permits the filing of a continuing 
application as an alternative to completing the reply, whereas the 
previous practice required an applicant to complete the reply that 
was held to be incomplete orelse the application was held to be 
abandoned (retroactively) as of the expiration of the original 
period for reply. Thus, applicants had to file an unnecessary reply 
to preservependency where their only intent was to file a continu- 
ing application. Section 1.135(c), as amended, sets forth a new 
period within which a continuing application can be filed, without 
the applicant having to supply the omission in the prior application 
to preserve pendency. In addition, applicant may file any other 
reply as may be appropriate under § 1.111, regardless of whether 
a continuing application is filed. 


Comment 58: Two comments objected to the change on the basis 
that it is subject to intentional misuse. It is argued that it 
encourages an applicant to send in piecemeal replies and permits 
use of the time period as a subterfuge for extending prosecution as 
§ 1.135(c) does not specify how many times an incomplete reply 
can be given. 
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Response: 35 U.S.C. 154 as amended by Pub. L. 103-465 should 
provide the necessary incentive for applicants to prosecute an 
application without undue delay. Additionally, the examiner can 
determine that the failure to provide a complete reply was not 
“inadvertent” (especially where an applicant was previously noti- 
fied of the deficiencies in the reply), and not set a period under § 
1.135(c). 


Comment 59: One comment suggested amending § 1.135(c) from 
“may” to “shall” so that an examiner must provide an opportunity 
to an applicant to complete a reply, and that § 1.135(c) should not 
be limited to replies to non-final Office actions so that if an 
application is in condition for allowance except for an inadvertent 
omission it would be beneficial for all parties to provide the same 
benefit as for non-final actions. 


Response: The term “may” is used rather than “shall” to encourage 
applicants to provide a complete reply, in that an applicant 
providing an incomplete reply cannot be certain of being provided 
with an additional time period to prosecute the application. 


Section |.113(a) provides that the only reply to a final Office action 
effective to avoid abandonment of an application is: (1) an 
amendment under § 1.116 that prima facie places the application 
in condition for allowance; or (2) a notice of appeal (and appeal 
fee) under § 1.191. Thus, the only reply under § 1.113(a) that will 
ensure that abandonment of the application will be avoided is: (1) 
an amendment under § 1.116 that cancels all of the rejected claims; 
or (2) a notice of appeal (and appeal fee) under § 1.191 (§ 
1.113(a)). That is, an applicant filing a proposed amendment under 
§ 1.116 or arguments in reply to a final Office action has no 
assurance that such reply will necessarily result in allowance of the 
application. Given the limited nature of the replies under § 1.113 
to a final Office action, it is not appropriate to provide a time 
period under § 1.135(c) to complete a reply to a final Office action. 


Section 1.135(c) is also amended to remove an unnecessary 
reference to consideration of the question of abandonment and to 
clarify that the reply for which applicant may be given a new time 
period to reply to must be a “non-final” Office action. 


Section 1.136: Section 1.136(a)(1) is amended to recite the 
availability of a maximum of five rather than four months as an 
extension of time, subject to any maximum period for reply set by 
statute. For example, when a one-month or 30-day period is set for 
reply to a restriction requirement or for completing a reply under 
§ 1.135(c), that period may be extended up to the six-month 
statutory (35 U.S.C. 133) maximum. In addition, as the two-month 
period set in § 1.192(a) for filing an appeal brief is not subject to 
the six-month maximum period specified in 35 U.S.C. 133, the 
period for filing an appeal brief may be extended up to seven 
months. 


Comment 60: At least one comment noted that there is no statutory 
authority under 35 U.S.C. 41(a)(8)(C) for the $2,010 amount set 
for the fifth month extension of time. 


Response: See the response to comment 5. 


Section 1.136(a)(1) is also amended by replacement of “respond” 
with “reply” in accordance with the change to § 1.111 and for 
clarification. 


Section 1.136(a)(2) is amended by replacement of “respond” with 
“reply” in accordance with the change to § 1.111 and other 
clarification changes. 


Comment 61: One comment questioned whether the addition in 
paragraph (a)(2) of § 1.136 that requires a reply to be filed prior to 
the expiration of the period of extension to avoid abandonment of 
the application will affect the timely filing of a reply under §§ 1.8 
or 1.10 where the mail date rather than the receipt date is the end 
of the period for reply. 


Response: The referred to addition has been noted to be a 
clarification and not a change in practice. The added language does 
not change current practice under §§ 1.8 and 1.10. 
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Section 1.136 is amended by addition of paragraph (a)(3) that 
provides for the filing in an application a general authorization to 
treat any reply requiring a petition for an extension of time for its 
timely submission as containing a request therefor for the appro- 
priate length of time. The authorization may be filed at any time 
prior to or with the submission of a reply that would require an 
extension of time for its timely submission, including submission 
with the application papers. Previously, the mere presence of a 
general authorization, submitted prior to or with a reply requiring 
an extension of time, to charge all required fees does not amount 
to a petition for an extension of time for that reply (MPEP 201.06 
and 714.17) and under the proposed amended rule the submission 
of a reply requiring an extension of time for its timely submission 
would not be treated as an inherent petition for an extension of 
timeabsent an authorization for all necessary extensions of time. 
The Office will continue to treat all petitions for an extension of 
time as requesting the appropriate extension period notwithstand- 
ing an inadvertent reference to a shorter period for extension and 
will liberally interpret comparable papers as petitions for an 
extension of time. Applicants are advised to file general authori- 
zations for payment of fees and petitions for extensions of time as 
separate papers rather than as sentences buried in papers directed 
to other matters (such as an application transmittal letter). The use 
of individual papers directed only to an extension of time or to a 
general authorization for payment of fees would permit the Office 
to more readily identify the presence of such items and list them 
individually on the application file jacket, thus facilitating future 
identification of these authorizations. 


Comment 62: Two comments requested that it be clarified whether 
the reference to submission of a paper with an authorization is to 
be construed as allowing for submission of a standard sentence in 
a general reply to an Office action that includes a check box on 
anapplication transmittal form. 


Response: The comments have been adopted and the proposed 
language of paragraph (a)(3) of § 1.136 modified to replace the 
reference to “paper” with “written request.” 


Section 1.136(a)(3) is additionally amended to provide that general 
authorizations to charge fees are effective to meet not only the 
requirement for the extension of time fee for replies filed concur- 
rent or subsequent to the authorization but also represent a 
constructive petition for an extension of time, which is a change 
from current practice wherein a general authorization to charge 
additional fees does not represent a petition for an extension of 
time, which petition must be separately requested. 


Section |.136(a)(3) also includes the sentence “[s]ubmission of the 
fee set forth in § 1.17(a) will also be treated as a constructive 
petition for an extension of time in any concurrent reply requiring 
a petition for an extension of time under this paragraph for its 
timely submission.” This provides for those instances in which an 
applicant files a reply with a check (or other means of payment 
under § 1.23) for the requisite fee under § 1.17(a)(1) through (5) 
for the petition under§ 1.136(a) required to render such reply 
timely, but omits a request (i.e., a petition) for an extension of time 
under § 1.136(a). In such instances, the mere submission of the 
appropriate fee will be treated as a constructive petition for the 
extension of time to render the reply timely. 


Section 1.136(b) is amended for clarity and to replace the phrase 
“response” with the phrase “reply” for consistency with § 1.111. 


Section 1.137: Section 1.137 is amended to, inter alia, incorporate 
revival of abandoned applications and lapsed patents for the 
failure: (1) to timely reply to an Office requirement in a provisional 
application (§ 1.139); (2) to timely pay the issue fee for a design 
application (§ 1.155); (3) to timely pay the issue fee for a utility or 
plant application (§ 1.316); or (4) to timely pay any outstanding 
balance of the issue fee (§ 1.317) (lapsed patents). 


Section 1.137(a) is amended to provide: (1) that it is the paragraph 
that applies to petitions under the “unavoidable” standard; (2) that 
“where the delay in reply was unavoidable, a petition may be filed 
to revive an abandoned application or a lapsed patent pursuant to 
{§ 1.137(a)]”; and (3) the requirements for a grantable petition 
pursuant to § 1.137(a) in paragraphs (a)(1) through (a)(4). 
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Section 1.137(a)(1) (and § 1.137(b)(1)) are amended to provide 
that a grantable petition pursuant to § 1.137(a) must be accompa- 
nied by “[t}he required reply, unless previously filed.” Section 
1.137(a)(1) (and § 1.137(b)(1)) is amended to further provide that 
“[i]n a nonprovisional application abandoned for failure to pros- 
ecute, the required reply may be met by the filing of a continuing 
application” and that “[i]n an application or patent, abandoned or 
lapsed for failure to pay the issue fee or any portion thereof, the 
required reply must be the payment of the issue fee or any 
outstanding balance thereof.” 


Under § 1.137(a)(1) (and § 1.137(b)(1)), a continuing application 
is a permissive (i.e., “may be met’) reply in a nonprovisional 
application abandoned for failure to prosecute, in that an applicant 
in a nonprovisional application abandoned for failure to prosecute 
may file a reply under § 1.111 to a non-final Office action or a reply 
under § 1.113 (e.g., notice of appeal) to a final Office action, or 
may simply file a continuing application as the required reply. The 
Office, however, may require a continuing application (or request 
for further examination pursuant to § 1.129(a)) to meet the reply 
requirement of § 1.137(a)(1) (or § 1.137(b)(1)) where, under the 
circumstances of the application, treating a reply under §§ 1.111 or 
1.113 would place an inordinate burden on the Office. Exemplary 
circumstances of when treating areply under §§ 1.111 or 1.113 
may place an inordinate burden on the Office are: (1) an applica- 
tion abandoned for an inordinate period of time; (2) the application 
file containing multiple or conflicting replies to the last Office 
action; and (3) the submission of a reply or replies under § 
1.137(a)(1) (or § 1.137(b)(1)) that are questionable as to compli- 
ance with §§ 1.111 or 1.113. 


While the revival of applications abandoned for failure to timely 
prosecute and for failure to timely pay the issue fee are incorpo- 
rated together in § 1.137, the statutory provisions for the revival of 
an application abandoned for failure to timely prosecute and for 
failure to timely submit the issue fee are mutually exclusive. See 
Brenner v. Ebbert, 398 F.2d 762, 1STUSPQ 609 (D.C. Cir.), cert. 
denied 393 U.S. 926, 159 USPQ 799 (1968). 35 U.S.C. 151 
authorizes the acceptance of a delayed payment of the issue fee, if 
the issue fee “is submitted . . . and the delay in payment is shown 
to have been unavoidable.” 35 U.S.C. 41(a)(7) likewise authorizes 
the acceptance of an “unintentionally delayed payment of the fee 
for issuing each patent.” Thus, 35 U.S.C. 41(a)(7) and 151 each 
require payment of the issue feeas a condition of reviving an 
application abandoned or patent lapsed for failure to pay the issue 
fee. Therefore, the filing of a continuing application without 
payment of the issue fee or any outstanding balance thereof is not 
an acceptable proposed reply in an application abandoned or 
patent lapsed for failure to pay the issue fee or any portion thereof. 


The Notice of Allowance requires the timely payment of the issue 
fee in effect on the date of its mailing to avoid abandonment of the 
application. In instances in which there is an increase in the issue 
fee by the time of payment of the issue fee required in the Notice 
of Allowance, the Office will mail a notice requiring payment of 
the balance of the issue fee then in effect. See In re Mills, 12 
USPQ2d 1847 (Comm’r Pat. 1989). The phrase “for failure to pay 
the issue fee or any portion thereof” applies to those instances in 
which the applicant fails to pay either the issue fee required in the 
Notice of Allowance or the balance of the issue feerequired in a 
subsequent notice. In such instances, the proposed reply must be 
the issue feethen in effect, if no portion of the issue fee was 
previously submitted, or any outstanding balance of the issue fee 
then in effect, if a portion of the issue fee was previously 
submitted. 


These changes to § 1.137(a)(1) (and § 1.137(b)(1)) are necessary 
to incorporate into § 1.137 the revival of abandoned applications 
and lapsed patents for the failure to: (1) timely reply to an Office 
requirement in a provisional application (§ 1.139), (2) timely pay 
the issue fee (§§ 1.155 and 1.316), or (3) timely pay any 
outstanding balance of the issue fee (§ 1.317). 


Section 1.137(a)(3) is amended to provide that a grantable petition 
pursuant to § 1.137(a) must be accompanied by “[a] showing to the 
satisfaction of the Commissioner that the entire delay in filing the 
required reply from the due date for the reply until the filing of a 
grantable petition pursuant to this paragraph was unavoidable.” 
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Section 1.137(a) deletes the requirement that a petition thereunder 
be “promptly filed after the applicant is notified of, or otherwise 
becomes aware of, the abandonment.” The genesis of the 
“promptly filed” requirement in § 1.137(a) is the legislative history 
of Pub. L. 97-247,§ 3, 96 Stat. 317 (1982) (which provides for the 
revival of an “unintentionally” abandoned application), which 
provides, inter alia, that: 


In order to prevent abuse and injury to the public the Commis- 
sioner could require a terminal disclaimer equivalent to the period 
of abandonment and could require applicants to act promptly after 
becoming aware of the abandonment. 


See H.R. Rep. No. 542, 97th Cong., 2d Sess. 7 (1982), reprinted in 
1982 U.S.C.C.A.N. 771 (emphasis added). 


Nevertheless, 35 U.S.C. 133 and 151 each require a showing that 
the “delay” was “unavoidable,” which requires not only a showing 
that the delay which resulted in the abandonment of the application 
was unavoidable, but also a showing of unavoidable delay until the 
filing of a petition to revive. See In re Application of Takao, 17 
USPQ2d 1155 (Comm’r Pat. 1990). The burden of continuing the 
process of presenting a grantable petition in a timely manner 
likewise remains with the applicant until the applicant is informed 
that the petition is granted. /d. Thus, an applicant seeking to revive 
an “unavoidably” abandoned application must cause a petition 
under § 1.137(a) to be filed without delay (i.e., promptly upon 
becoming notified, or otherwise becoming aware, of the abandon- 
ment of the application). 


An applicant who fails to file a petition under § 1.137(a) 
“promptly” upon becoming notified, or otherwise becoming 
aware, of the abandonment of the application will not be able to 
show that “the entire delay in filing the required reply from the due 
date for the reply until the filing of a grantable petition pursuant to 
{§ 1.137(a)] was unavoidable.” The removal of the language in § 
1.137(a) requiring that any petition thereunder be “promptly filed 
after the applicant is notified of, or otherwise becomes aware of, 
the abandonment” should not be viewed as: (1) permitting an 
applicant, upon becoming notified, or otherwise becoming aware, 
of the abandonment of the application, to delay the filing of a 
petition under § 1.137(a); or (2) changing (or modifying) the result 
in In re Application of S, 8 USPQ2d 1630 (Comm’r Pat. 1988), in 
which a petition under § 1.137(a) was denied due to the applicant’s 
deliberate deferral in filing a petition under § 1.137. An applicant 
who deliberately chooses to delay the filing of a petition under § 
1.137 (as in Application of S) will not be able to show that “the 
entire delay in filing the required reply from the due date for the 
reply until the filing of a grantable petition pursuant to [§ 1.137(a)] 
was unavoidable” or even make an appropriate statement that “the 
entire delay in filing the required reply from the due date for the 
reply until the filing of a grantable petition pursuant to [ § 
1.137(b)] was unintentional.” 


Therefore, the requirement in § 1.137(a) that a petition thereunder 
be “promptly filed after the applicant is notified of, or otherwise 
becomes aware of, the abandonment” is deleted solely because it 
is considered redundant in light of the requirement for a showing 
that the entire delay in filing the required reply from the due date 
for the reply until the filing of a grantable petition pursuant to § 
1.137(a) was unavoidable. 


Section 1.137(aX(3) (and § 1.137(b)(3)) is further amended to 
delete the requirement that the showing (statement) must be a 
verified showing or statement if made by a person not registered to 
practice before the Patent and Trademark Office. Section 1.56 
currently provides that each individual associated with the filing 
and prosecution of a patent application has a duty of candor and 
good faith. Sections 1.4(d) and 10.18 are amended to provide that 
a signature on a paper submitted to the Office constitutes an 
acknowledgment that willful false statements are punishable under 
§ 18 U.S.C. 1001, and may jeopardize the validity of the 
application or any patent issuing thereon. Therefore, requiring 
additional verification of a showing or statement under § 1.137 
would be redundant. In addition, this requirement results in delays 
in the treatment of the merits of petitions that include unverified 
statements. 
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Section 1.137(a)(4) (and § 1.137(b)(4)) are added to provide that 
a grantable petition under § 1.137 must be accompanied by “[a]ny 
terminal disclaimer (and fee as set forth in § 1.20(d)) required 
pursuant to [§ 1.137(c)].” 


Section 1.137(b) is amended to provide: (1) that it is the paragraph 
that applies to petitions under the “unintentional” standard; (2) that 
“where the delay in reply was unintentional, a petition may be filed 
to revive an abandoned application or a lapsed patent pursuant to 
({§ 1.137(b)]”; and (3) the requirements for a grantable petition 
pursuant to § 1.137(b) in paragraphs (b)(1) through (b)(4). 


Section 1.137(b)(1) is amended (as discussed supra) to provide 
that a grantable petition under § 1.137(b) must be accompanied by 
“[t]he required reply, unless previously filed.” Section 1.137(b)(1) 
is amended to further provide that “[i]n a nonprovisional applica- 
tion abandoned for failure to prosecute, the required reply may be 
met by the filing of a continuing application” and that “[iJn an 
application or patent, abandoned or lapsed for failure to pay the 
issue fee or any portion thereof, the required reply must be the 
payment of the issue fee or any outstanding balance thereof.” 


Section 1.137(b)(3) is amended to provide that a grantable petition 
under § 1.137(b) must be accompanied by “[a] statement that the 
entire delay in providing the required reply from the due date for 
the reply until the filing of a grantable petition pursuant to this 
paragraph was unintentional” and that “(t]he Commissioner may 
require additional information where there is a question whether 
the delay was unintentional.” While the Office will generally 
require only the statement that the entire delay in providing the 
required reply from the due date for the reply until the filing of a 
grantable petition pursuant to § 1.137(b) was unintentional, the 
Office may require an applicant to carry the burden of proof to 
establish that the delay from the due date for the reply until the 
filing of a grantable petition was unintentional within the meaning 
of 35 U.S.C. 41(a)(7) and § 1.137(b) where there is a question 
whether the entire delay was unintentional. See Jn re Application 
of G, 11 USPQ2d 1378, 1380 (Comm’r Pat. 1989). 


Section 1.137(b)(4) is amended to delete the one-year filing period 
requirement. Section 1.137(b)(4) is amended to provide that a 
grantable petition under § 1.137 must be accompanied by “[a]ny 
terminal disclaimer (and fee as set forth in § 1.20(d)) required 
pursuant to [§1.137(c)].” 


Requirement that the entire delay until the filing of a grantable 
petition was unavoidable (§ 1.137(a)) or unintentional (§ 
1.137(b)): 


There are three periods to be considered during the evaluation of 
a petition under § 1.137: (1) the delay in reply that originally 
resulted in the abandonment; (2) the delay in filing an initial 
petition pursuant to § 1.137 to revive the application; and (3) the 
delay in filing a grantable petition pursuant to § 1.137 to revive the 
application. 


Where the applicant deliberately permits an application to become 
abandoned (e.g., due to aconclusion that the claims are unpatent- 
able, that a rejection in an Office action cannot be overcome, or 
that the invention lacks sufficient commercial value to justify 
continued prosecution), the abandonment of such application is 
considered to be a deliberately chosen course of action, and the 
resulting delay cannot be considered as “unintentional” within the 
meaning of § 1.137(b). See Application of G, 11 USPQ2d at 1380. 
Likewise, where the applicant deliberately chooses not to seek or 
persist in seeking the revival of an abandoned application, or 
where the applicant deliberately chooses to delay seeking the 
revival of an abandoned application, the resulting delay in seeking 
revival of the abandoned application cannot be considered as 
“unintentional” within the meaning of § 1.137(b). An intentional 
delay resulting from a deliberate course of action chosen by the 
applicant is not affected by: (1) the correctness of the applicant’s 
(or applicant’s representative’s) decision to abandon the applica- 
tion or not to seek or persist in seeking revival of the application; 
(2) the correctness or propriety of a rejection, or other objection, 
requirement, or decision by the Office; or (3) the discovery of new 
information or evidence, or other change in circumstances subse- 
quent to the abandonment or decision not to seek or persist in 
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seeking revival. Obviously, delaying the revival of an abandoned 
application, by a deliberately chosen course of action, until the 
industry or a competitor shows an interest in the invention (a 
submarine application) is the antithesis of an “unavoidable” or 
“unintentional” delay. An intentional abandonment of an applica- 
tion, or an intentional delay in seeking either the withdrawal of a 
holding of abandonment in or the revival of an abandoned 
application, precludes a finding of unavoidable or unintentional 
delay pursuant to § 1.137. See In re Maldague, 10 USPQ2d 1477, 
1478 (Comm’r Pat. 1988). 


The Office does not generally question whether there has been an 
intentional or otherwise impermissible delay in filing an initial 
petition pursuant to § 1.137(a) or (b), when such petition is filed: 
(1) within three months of the date the applicant is first notified 
that the application is abandoned; and (2) within one year of the 
date of abandonment of the application. Thus, an applicant seeking 
revival of an abandoned application is advised to file a petition 
pursuant to § 1.137 within three months of the first notification that 
the application is abandoned to avoid the question of intentional 
delay being raised by the Office (or by third parties seeking to 
challenge any patent issuing from the application). 


Where a petition pursuant to § 1.137(a) or (b) is not filed within 
three months of the date the applicant is first notified that the 
application is abandoned, the Office may consider there to be a 
question as to whether the delay was unavoidable or even 
unintentional. In such instances, the Office may require: (1) a 
showing as to how the delay between the date the applicant was 
first notified that the application was abandoned and the date a § 
1.137(a) petition was filed was “unavoidable”; or (2) further 
information as to the cause of the delay between the date the 
applicant was first notified that the application was abandoned and 
the date a § 1.137(b) petition was filed, and how such delay was 
“unintentional.” To avoid delay in the consideration of a petition 
under § 1.137(a) or (b) in instances in which such petition was not 
filed within three months of the date the applicant was first notified 
that the application was abandoned, applicants should include a 
showing as to how the delay between the date the applicant is first 


notified by the Office that the application is abandoned and filing 
of a petition under § 1.137 was: (1) “unavoidable” in a petition 
under § 1.137(a); or (2) “unintentional” in a petition under § 
1.137(b). 


Where a petition pursuant to § 1.137(a) or (b) is not filed within 
one year of the date of abandonment of the application (note that 
abandonment takes place by operation of law, rather than the 
mailing of a Notice of Abandonment), the Office may require: (1) 
further information as to when the applicant (or the applicant's 
representative) first became aware of the abandonment of the 
application; and (2) a showing as to how the delay in discovering 
the abandoned status of the application occurred despite the 
exercise of due care or diligence on the part of the applicant (or the 
applicant’s representative) (see Ex parte Pratt, 1887 Dec. Comm’r 
Pat. 31 (1887)). To avoid delay in the consideration of a petition 
under § 1.137(a)or (b) in instances in which such petition was not 
filed within one year of the date of abandonment of the application, 
applicants should include: (1) the date that the applicant first 
became aware of the abandonment of the application; and (2) a 
showing as to how the delay in discovering the abandoned status 
of the application occurred despite the exercise of due care or 
diligence on the part of the applicant. 


In either instance, applicant's failure to carry the burden of proof 
to establish that the “entire” delay was “unavoidable” or “unin- 
tentional” may lead to the denial of a petition under § 1.137(a) or 
1.137(b), regardless of the circumstances that originally resulted in 
the abandonment of the application. 


Section 1.137(d) specifies a time period within which a renewed 
petition pursuant to § 1.137 must be filed to be considered timely. 
So long as a renewed petition is timely filed under § 1.137(d) 
(including any properly obtained extensions of time), the Office 
will consider the delay in filing a renewed petition under § 
1.137(a) “unavoidable” under § 1.137(a)(3), and will consider the 
delay in filing a renewed petition under § 1.137(b) “unintentional” 
under § 1.137(b)(3). Where an applicant files a renewed petition, 
request for reconsideration, or other petition seeking review of a 
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prior decision on a petition pursuant to § 1.137 outside the time 
period specified in § 1.137(d), the Office may require, inter alia, a 
specific showing as to how the entire delay was “unavoidable” (§ 
1.137(a)) or “unintentional” (§ 1.137(b)). As discussed supra, a 
delay resulting from the applicant deliberately choosing not to 
persist in seeking the revival of an abandoned application cannot 
be considered “unavoidable” or “unintentional within the mean- 
ing of § 1.137, and the correctness or propriety of the decision on 
the prior petition pursuant to § 1.137, the correctness of the 
applicant’s (or the applicant’s representative’s) decision not to 
persist in seeking revival, the discovery of new information or 
evidence, or other change in circumstances subsequent to the 
abandonment or decision to not persist in seeking revival are 
immaterial to such intentional delay caused by the deliberate 
course of action chosen by the applicant. 


Retroactive application of § 1.137(b): 


There was no prohibition in former § 1.137(b) against requests for 
waiver of its one-year filing period requirement; however, waiver 
of the one-year filing period requirement of former § 1.137(b) was 
subject to strictly limited conditions (§ 1.183). See Final Rule 
entitled "Changes in Procedures for Revival of Patent Applications 
and Reinstatement of Patents,“ published in the Federal Register 
at 58 FR 44277 (August 20, 1993), and in the Official Gazette at 
1154 Off. Gaz. Pat. Office 35 (September 14, 1993). Thus, under 
the terms of former § 1.137, an applicant in an application 
abandoned for more than one year could file either a petition under 
§ 1.137(a) to revive the application on the basis of “unavoidable* 
delay, or a petition under §§ 1.183 and 1.137(b) to revive the 
application on the basis of “unintentional delay. That is, where an 
application was abandoned for more than one year, and the delay 
was “unintentional™ but not “unavoidable,* it was incumbent upon 
an applicant desiring revival of the application to promptly file a 
petition under §§ 1.183 and 1.137(b) to revive the application. 


While § 1.137(b), as amended, is, by its terms, applicable to 
applications abandoned prior to its effective date, § 1.137(b) 
requires, by its terms, “[a] statement that the entire delay in 
providing the required reply from the due date for the reply until 
the filing of a grantable petition pursuant to this paragraph was 
unintentional. Thus, where an applicant (or the applicant’s 
representative) previously chose not to seek revival of an applica- 
tion (e.g., due to the opinion that the former provisions of § 
1.137(a) or (b) did not permit revival thereunder), the resulting 
delay in seeking revival of the application cannot be considered 
“unintentional” within the meaning of § 1.137(b). Likewise, where 
an applicant (or the applicant’s representative) previously re- 
quested revival of an application, received an adverse decision 
(e.g., a dismissal or denial), and chose not to persist in seeking 
revival of the application (e.g., by request for reconsideration or 
review), the resulting delay in seeking revival of the application 
likewise cannot be considered “unintentional” within the meaning 
of § 1.137(b). The elimination of the one-year filing period 
requirement in § 1.137(b) does not create a newright to overcome 
any prior intentional delay caused by a deliberate course of action 
(or inaction) chosen by the applicant. Thus, any applicant filing a 
petition under § 1.137 after the effective date of this Final Rule, but 
outside the period set in § 1.137(d) for seeking reconsideration of 
a prior adverse decision on a request to revive an application will 
be considered to have acquiesced in the abandonment of the 
application or lapse of the patent. 


Section 1.137(c) is amended to change the introductory phrase 
“[iJn all applications filed before June 8, 1995, and in all design 
applications filed on or after June 8, 1995” to “[iJ]n a design 
application, a utility application filed before June 8, 1995, or a 
plant application filed before June 8, 1995” for clarity. Section 
1.137(c) is further amended to change the phrase “any petition to 
revive pursuant to paragraph (a) of this section” to “any petition to 
revive pursuant to this section,” and the phrase “not filed within six 
months of the date of abandonment of the applications” is deleted. 
Section 1.137(c) is further amended to change the phrase “must 
also apply to any patent granted on any continuing application 
entitled under 35 U.S.C. 120 to the benefit of the filing date of the 
application for which revival is sought” to “must also apply to any 
patent granted on any continuing application that contains a 
specific reference under 35 U.S.C. 120, 121, or 365(c) to the 
application for which revival is sought,” since it is the claim for, 
and not the entitlement to, the benefit of the filing date of the 
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application for which revival is sought that triggers the require- 
ment for the filing of a terminal disclaimer in the continuing 
application. 


Section 1.137(d) is amended to change “application” to “aban- 
doned application or lapsed patent” to incorporate into § 1.137 the 
revival of lapsed patents. In view of the elimination of a time 
period from § 1.137(b), the provisions of former § 1.137(e) are 
incorporated into § 1.137(d) as “[uJnless a decision indicates 
otherwise, this time period may be extended under the provisions 
of § 1.136.” 


Section 1.137(e) is amended to expressly provide that a provi- 
sional application, abandoned for failure to timely reply to an 
Office requirement, may be revived pursuant to § 1.137(a) or (b) so 
as to be pending for a period of no longer than twelve months from 
its filing date. In accordance with 35 U.S.C. 111(b)(5), § 1.137(e) 
clearly indicates that “[u]nder no circumstances will a provisional 
application be regarded as pending after twelve months from its 
filing date.” Prior § 1.139(a) and (b) each provided that a 
provisional application may be revived so as to be pending for a 
period of no longer than twelve months from its filing date, and 
that under no circumstances will a provisional application be 
regarded as pending after twelve months from its filing date. 


Comment 63: The majority of comments opposed amending § 
1.137(a) and (b) to include time limits based upon the mail date of 
a notification of abandonment, as well as the retroactive applica- 
tion of such a change to the rules of practice. While these 
comments recognized that any filing period requirement § 1.137 is 
better based upon the date of notification, rather than the date of 
abandonment, they argued that there will inevitably be instances in 
which a blameless applicant will not be able to meet the filing 
period requirement due to extenuating circumstances. The major- 
ity of comments supported amending § 1.137(a) and (b) to remove 
the filing period requirement, as well as the retroactive application 
of such a change to the rules of practice. 


Response: The Office will adopt a § 1.137 that does not include 
filing period requirements, and will not limit the retroactive 
application of § 1.137(b) as adopted, other than by the terms of the 
rule (as discussed supra). 


Comment 64: One comment generally supported the change to § 
1.137(b) to remove the filing period requirement, but expressed 
concerns as to the routine revival of abandoned applications. The 
comment specifically suggested that the Office continue to require 
a high showing to justify the revival of an abandoned application, 
especially where the petition was filed substantially after abandon- 
ment or applicant’s receipt of the notice of abandonment. 


Response: The Office does not consider the revival of an aban- 
doned application to be a “routine” matter. The Office will require, 
inter alia, a “showing to the satisfaction of the Commissioner that 
the entire delay in filing the required reply from the due date for 
the reply until the filing of a grantable petition pursuant to [§ 
1.137(a)] was unavoidable” as a prerequisite to the grant of any 
petition based upon unavoidable delay (§ 1.137(a)). The Office 
will require, inter alia, a “statement that the entire delay in filing 
the required reply from the due date for the reply until the filing of 
a grantable petition pursuant to [§ 1.137(b)] was unintentional” by 
a registered practitioner or other party in interest having firsthand- 
knowledge of the circumstances surrounding the delay as a 
prerequisite to the grant of any petition based upon unintentional 
delay (§ 1.137(b)). The Office expects that such statement made by 
a registered practitioner not having first hand knowledge of the 
circumstances surrounding the delay be based upon a reasonable 
investigation of the circumstances surrounding the abandonment 
of the application [§ 10.18), and that such statement by any person 
be consistent with the duty of candor and good faith and the duty 
to disclose material information to the Office (§ 1.56). 


Regardless of the length of the delay, § 1.137(a) requires that the 
entire delay in filing the required reply from the due date for the 
reply until the filing of a grantable petition pursuant to § 1.137(a) 
was unavoidable. Likewise, regardless of the length of the delay, § 
1.137(b) requires that the entire delay in filing the required reply 
from the due date for the reply until the filing of a grantable 
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petition pursuant to § 1.137(b) was unintentional. As “uninten- 
tional” delay does not require that the delay have occurred despite 
the exercise of due care and diligence (as does “unavoidable” 
delay), the Office does not routinely require a “showing” of 
unintentional delay for a petition under § 1.137(b). However, 
where there may be a question whether the delay was uninten- 
tional, the Office may require a showing of unintentional delay for 
a petition under § 1.137(b). Such question may arise from papers 
submitted to the Office prior to the petition under § 1.137(b) (e.g., 
a letter of express abandonment, or other communication evidenc- 
ing a desire to discontinue prosecution) or from facts set forth in 
the petition itself. Such question may also arise simply from the 
length of the delay between the date the applicant was notified of 
the abandoned status of the application and the date action was 
taken to revive the abandoned application, or the length of the 
period of abandonment. Specifically, where there is a delay of 
three months between the date the applicant was notified of the 
abandoned status of the application (i.e., the mail date of the notice 
of abandonment) and the date a petition under § 1.137(b) was filed, 
or where the application was abandoned for more than one year 
prior to the date a petition under § 1.137(b) was filed, the Office 
may require further information and a showing that the delay was 
unintentional. 


Finally, it should be stressed that the mere fact that a petition under 
§ 1.137(b) was filed within three months of the date the applicant 
was notified of the abandoned status of the application (i.e., the 
mail date of the notice of abandonment) or within one year of the 
date of abandonment does not imply that the delay was “uninten- 
tional.” That is, an applicant who deliberately delays the filing of 
a petition under § 1.137 until three months from the mail dateof the 
notice of abandonment (or based upon the one-year anniversary of 
the date of abandonment) cannot appropriately make the statement 
that “the delay was unintentional.” This time frame is provided 
simply as an indication as to when an applicant should expect the 
Office to inquire further into the circumstances of the abandonment 
of an application for which a petition under § 1.137(b) is filed, and 
in which case the applicant may expedite consideration of such 
petition by providing information as to when applicant was 
notified of the abandoned status of the application, and the cause 
of the delay between the date of notification and the date a petition 
under § 1.137 was filed. 


Comment 65: One comment suggested that the Office include in § 
1.137 all of the basic interpretations and guidelines by which the 
Office applies § 1.137. The comment specifically suggested that § 
1.137 include the time periods (e.g., three months) by which the 
Office measures the applicant’s diligence in taking action to revive 
the application and the differences between post-abandonment 
delay in taking action to revive the application and any pre- 
abandonment delay which may have resulted in the abandonment. 


Response: The Office will adopt a § 1.137 that does not include 
filing period requirements, but requires that the “entire” delay was 
“unavoidable” (§ 1.137(a)) or “unintentional” (§ 1.137(b)). The 
requirements for a petition to revive an abandoned application or 
lapsed patent are set forth in § 1.137; additionally, the Office will 
set forth its basic interpretations and guidelines for application of 
§ 1.137 (instructional information) in the MPEP. 


Section 1.181 provides the basis for generic requests for relief by 
petition, and sets forth a two-month time period therein for the 
timely filing of a petition (§ 1.181(f)). While the three-month time 
frame employed by the Office during the consideration petitions 
under § 1.137 exceeds the two-month period in § 1.181(f) for the 
timely filing of a petition, this three-month period is the most 
frequently set period for reply by an applicant (see MPEP 
710.02(b)). While the Office considers the two-month period in § 
1.181(f) to be the appropriate period by which the timeliness of a 
petition should be determined, it is certainly reasonable to expect 
that any applicant desiring to restore an abandoned application to 
pending status will file a petition under § 1.137 to revive such 
abandoned application no later than three months after notification 
of abandonment of the application. See In re Kokaji, 1 USPQ2d 
2005, 2006 (Comm’r Pat. 1986). 


The “three-month” time frame set forth in this Final Rule is a 
guideline as to when an applicant can expect further inquiry by the 
Office (and, as such, should attempt to provide the relevant 
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information in the initial petition to avoid delay), in that: (1) it is 
possible that an applicant is incapable of filing a petition under § 
1.137 within three months of the date of notification of abandon- 
ment (e.g., pro se applicant incapacitated from date of notification 
of abandonment until action taken to revive the application) 
rendering the entire delay in filing the required reply from the due 
date for the reply until the filing of a grantable petition unavoid- 
able; and (2) it is also possible that an applicant, by a deliberately 
chosen course of action, delays the filing of a petition under § 
1.137 until exactly three months after the date of notification of 
abandonment to use this period as an extension of time, in which 
case a statement that “the entire delay in filing the required reply 
from the due date for the reply until the filing of a grantable 
petition pursuant to this paragraph was unintentional” is not 
appropriate. To avoid substitution of the three-month time frame 
for review by the Office forthe requirement for unavoidable or 
unintentional delay, the Office will not amend § 1.137 to include 
this time frame. 


Comment 66: One comment indicated that the phrase “the delay 
was unintentional” is unclear. The comment recited a specific 
example in which an applicant, under final rejection,submits an 
amendment or other correspondence which is believed by the 
applicant to place the application in condition for allowance (and 
thus constitute a reply within the meaning of § 1.113), and, as 
such, the applicant, in a deliberate course of action/inaction, takes 
no further steps to ensure the filing a reply within the meaning of 
§ 1.113 (e.g., a notice of appeal) to the final rejection. The 
comment suggested that § 1.137 is unclear as to whether the delay 
in this situation, which may be deliberate or intentional in the 
literal sense, would constitute an “unintentional” delay within the 
meaning of § 1.137(b). 


Response: The Office has amended § 1.137 to require that “the 
entire delay in filing the required reply from the due date for the 
reply until the filing of a grantable petition” was “unavoidable” (§ 
1.137(a)) or “unintentional” (§ 1.137(b)). Thus, intentional delays 
occurring prior to the due date for reply to avoid abandonment do 
not preclude relief pursuant to § 1.137. Should the delay in the 
example given extend past the extendable due date for reply (under 
§ 1.113) to the final rejection, an appropriate statement of 
unintentional delay could be made as the applicant did not intend 
to have the deadline for reply under § 1.113 to the final rejection 
expire. 


In addition, there is a distinction between: (1) a delay resulting 
from an error in judgment as to whether to permit an application 
to become abandoned (whether to prosecute the application) or 
whether to seek or persist in seeking the revival of the abandoned 
application; and (2) a delay resulting from an error in judgment as 
to the steps necessary to continue the prosecution delay in seeking 
revival of the application. Where the abandonment and ensuing 
delay results from an error in judgment as to whether to permit an 
application to become abandoned (whether to prosecute the 
application) or whether to seek or persist in seeking the revival of 
the abandoned application, the abandonment of such application is 
considered a deliberately chosen course of action, and the resulting 
delay cannot be considered “unintentional” within the meaning of 
§ 1.137(b). Where, however, an error in judgment asto the steps 
necessary to continue prosecution results in abandonment of the 
application, the abandonment of such application is not necessarily 
considered a deliberately chosen course of action, and the resulting 
delay may be considered “unintentional” within the meaning of § 
1.137(b). 


However, §§ 1.116 and 1.135(b) are manifest that proceedings 
concerning an amendment after final rejection will not operate to 
avoid abandonment of the application in the absence ofa timely 
and proper appeal. Unless the applicant is informed in writing that 
the application is allowed prior to the expiration of the period for 
reply to the final Office action, it is the applicant’s responsibility to 
timely file a notice of appeal (and fee) to avoid the abandonment 
of the application. The abandonment of an application subject to a 
final Office action is not “unavoidable” within the meaning of 35 
U.S.C. 133 and § 1.137(a) in the situation in which the applicant 
simply permits the maximum extendable statutory period for reply 
to a final Office action to expire while awaiting a notice of 
allowance or other action. 
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Comment 67: One comment opposed the changes to § 1.137 on the 
bases that: (1) it permits submarine patents, in that an applicant 
may permit an application to become abandoned and wait to see 
whether the invention was developed by other entities; and (2) the 
revival of along-abandoned application will have an adverse 
impact on the examiner, in that the examiner who originally 
examined that application may no longer be at the Office, or will 
have to reacquaint himself or herself with the application. 


Response: The change to § 1.137(b) does not permit an applicant 
to obtain revival where either: (1) the applicant deliberately 
permitted the application to become abandoned; or (2) the appli- 
cant deliberately delayed seeking revival to see whether the 
invention was developed by other entities. It is well established 
that where applicant deliberately permits an application to become 
abandoned, the abandonment of such application is considered a 
deliberately chosen course of action, and the resulting delay cannot 
be considered “unintentional” within the meaning of § 1.137(b). 
See Application of G, 11 USPQ2d at 1380. Likewise, where the 
applicant deliberately chooses not to either seek or persist in 
seeking the revival of an abandoned application, the resulting 
delay in seeking revival of the application cannot be considered 
“unintentional” within the meaning of § 1.137(b). The intentional 
abandonment of an application, or an intentional delay in seeking 
either the withdrawal of a holding of abandonment in or the revival 
of an abandoned application, precludes a finding of unavoidable or 
unintentional delay pursuant to § 1.137. See Maldague, 10 
USPQ2d at 1478. 


While it is possible for an applicant to make a misleading 
statement that the delay was unintentional to obtain revival of an 
abandoned application, the Office simply must rely upon the 
candor and good faith of those prosecuting patent applications 
(e.g., it is equally possible for a party to fabricate evidence and 
obtain the revival of a long-abandoned application on the basis of 
unavoidable delay). Any applicant obtaining revival based upon a 
misleading statement that the delay was unintentional may find the 
achievement short-lived as a result of the question of intentional 
delay being raised by third parties challenging any patent issuing 
from the application. 


The revival of any long-abandoned application will have an 
adverse impact on the examiner; however, long-abandoned appli- 
cations have been previously revived pursuant to § 1.137(a) on the 
basis of unavoidable delay. See In re Lonardo, 17 USPQ2d 1455 
(Comm’r Pat.1990) (application revived after being abandoned for 
more than sixteen years). Thus, this change to § 1.137(b) will not 
create a burden on examiners that did not exist before, and could 
in fact reduce the burden as a result of the requirement that in 
applications abandoned for excessive periods of time would have 
to show that the entire delay was “unavoidable” or “unintentional.” 


Comment 68: One comment suggested that the two-year limitation 
in 35 U.S.C. 41(c) is a “good compromise” in regard to a filing 
period for filing petitions to revive based upon unintentional delay. 


Response: The suggestion is not adopted. Changing the one-year 
filing period requirement in § 1.137(b) to a two-year filing period 
requirement would not substantially change the problem caused by 
a filing period requirement, namely, that it causes inequitable 
results in certain instances. In addition, the inclusion of any filing 
period requirement in § 1.137(a) or (b) will likely induce appli- 
cants, or their representatives, to delay the filing of a petition under 
§ 1.137 until the end of such filing period. See Application of S, 8 
USPQ2d at 1632. The Office has no discretion in regard to the 
twenty-four month filing period requirement in 35 U.S.C. 41(c), 
but the presence of a twenty-four month filing period requirement 
in 35 U.S.C. 41(c) does not imply that the Office must place a 
twenty-four month filing period requirement into the rules imple- 
menting 35 U.S.C. 41(a)(7), which contains no filing period 
requirement. 


Comment 69: One comment opposed the changes to § 1.137 on the 
basis that the right to revive an abandoned application should be 
limited due to the public’s right to practice a technology “that an 
applicant has abandoned.” 
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Response: 35 U.S.C. 41(a)(7) authorizes the Office to revive an 
abandoned application wherethe abandonment was unintentional 
(or unavoidable, the epitome of unintentional), but not where the 
abandonment was intentional. Section 1.137 does not authorize the 
revival of an abandoned application where the applicant, by 
deliberate course of action, has abandoned an application or 
delayed seeking its revival. Additionally, in many instances the 
disclosure in a patent maturing from a revived application would 
not have been disclosed and the technology therein would not be 
public knowledge, but for the revival of the application. 


Comment 70: One comment suggested the need for an intervening 
rights provision to protect innocent infringers. 


Response: The issue of intervening rights relates to the enforce- 
ment of patent rights, which does not directly concern the conduct 
of proceedings in the Office. Thus, it is unclear whether the Office 
is authorized under 35 U.S.C. 6 to promulgate regulations includ- 
ing an intervening rights provision. 


Comment 71: Several comments suggested that § 1.137(b) be 
amended to include the “promptly filed” requirement of § 
1.137(a). 


Response: The suggestion is effectively adopted, although via a 
different mechanism as explained below. While there is consider- 
able merit to the suggestion for the inclusion of a“promptly filed” 
requirement in both § 1.137(a) and (b), the Office has eliminated 
the “promptly filed” requirement from § 1.137(a) to avoid confu- 
sion between “promptly filed” and “unavoidable delay.” The 
phrase “promptly filed” has been associated with § 1.137(a)and its 
requirement for “unavoidable” delay, and, as such, the inclusion of 
a “promptly filed” requirement in § 1.137(b) might cause confu- 
sion in regard to the distinction between the circumstances that 
constitute unavoidable delay and the circumstances that constitute 
unintentional delay. 


Section 1.137(a)(3) and (b)(3) as adopted requires that “the entire 
delay in filing the required reply from the due date for the reply 
until the filing of a grantable petition” has been “unavoidable” (§ 
1.137(a)) or “unintentional” (§ 1.137(b)) to clarify the require- 
ments for a petition under § 1.137(a) and (b). As discussed supra, 
an applicant who fails to file a petition under § 1.137(a) or (b) 
“promptly” upon becoming notified, or otherwise becoming 
aware, of the abandonment of the application will not be able to 
show that “the entire delay in filing the required reply from the due 
date for the reply until the filing of a grantable petition pursuant to 
[§ 1.137(a)] was unavoidable,” and will probably not even be able 
to make an appropriate statement that “the entire delay in filing the 
required reply from the due date for the reply until the filing of a 
grantable petition pursuant to [§ 1.137(b)] was unintentional.” 
Obviously, any petition under § 1.137(a) or (b) should be 
“promptly filed” upon discovery of abandonment to avoid a 
question as to whether the filing of such a petition was intention- 
ally delayed. 


Comment 72: One comment questioned how a patent could lapse 
for failure to pay the issue fee, as a patent does not issue unless the 
issue fee is paid. 


Response: 35 U.S.C. 151 provides that where an applicant timely 
submits the sum specified in the Notice of Allowance as the issue 
fee, but a balance of the issue fee remains outstanding (due to a fee 
increase), the patent will lapse unless the balance of the issue fee 
is timely paid. See Mills, 12 USPQ2d at 1848; see also Ex parte 
Crissy, 201 USPQ 689 (Bd. Pat. App.1976). 


Comment 73: One comment suggested that § 1.137(a)(1) and 
(b)(1) not require a continuing application if the application 
became abandoned for failure to reply to a non-final Office action. 


Response: Section 1.137(a)(1) and (b)(1) each provide that a 
petition thereunder include: 


The required reply, unless previously filed. In a nonprovisional 
application abandoned for failure to prosecute, the required reply 
may be met by the filing of a continuing application. In an 
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application or patent, abandoned or lapsed for failure to pay the 
issue fee or any portion thereof, the required reply must be the 
payment of the issue fee or any outstanding balance thereof. 


As discussed supra, there may be circumstances under which the 
Office may require a continuing application to meet this reply 
requirement. Nevertheless, in a nonprovisional application aban- 
doned for failure to prosecute, a continuing application is generally 
apermissive (i.e., “may be met”) reply, in that an applicant in a 
nonprovisional application abandoned for failure to prosecute may 
file a reply under § 1.111 to a non-final Office action or a reply 
under § 1.113 (e.g., notice of appeal) to a final Office action, or 
may simply file a continuing application as the required reply. In 
an application or patent, abandoned or lapsed for failure to pay any 
portion of the required issue fee, the issue fee or any outstanding 
balance thereof is the mandatory (i.e., “must be”) reply. As the 
“continuing application” option is limited to an abandoned nonpro- 
visional application, the reply in an abandoned provisional appli- 
cation must be any outstanding reply to an Office requirement. 


Comment 74: One comment suggested that § 1.137(c) be amended 
to take into account the provision in 35 U.S.C. 154(c) that an 
application (other than a design application) is entitled to a patent 
term of not less than twenty years from its filing date, or if the 
application contains a specific reference to an earlier filed appli- 
cation(s) under 35 U.S.C. 120, 121, or 365(c), the date twenty 
years from the filing date of the earliest such application(s). 


Response: The suggestion is not adopted. The Office considers this 
situation to be applicableto a relatively small class of applications, 
and, as such, does not deem it prudent to introduce into § 1.137(c) 
the complexity necessary to account for this situation. Applicants 
in this situation (e.g., instances in which an application filed prior 
to June 8, 1995, is to be revived solely for purposes of copendency 
with an application filed on or after June 8, 1995) may file a 
petition pursuant to § 1.183 requesting that the Office waive the 
provisions of § 1.137(c) to the extent that § 1.137(c) requires a 
disclaimer of the period in excess of the date twenty years from the 
filing date of the application, or if the application contains a 
specific reference to an earlier filed application(s) under 35 U.S.C. 
120, 121, or 365(c), the date twenty years from the filing date of 
the earliest such application(s). The Office will refund the § 
1.17(h) petition fee if the § 1.183 petition is granted. 


Comment 75: One comment suggested that the last paragraph of § 
1.137 read: 


Under no circumstance may a petition to revive a provisional 
application be filed more than twelve months after the filing date 
of the provisional application. No application filed more than 
twelve months after the filing date of a provisional application is 
entitled to a claim of priority from the provisional [application], 
notwithstanding the copendency of any petition to revive the 
provisional application. 


Response: The suggestion is not adopted. 35 U.S.C. 111(b)(3)(C) 
authorizes the revival of an abandoned application on the basis of 
unavoidable or unintentional delay. 35 U.S.C.111(b)(5) provides 
that a “provisional application shall be regarded as abandoned 12 
months after the filing date of such application and shall not be 
subject to revival thereafter.” 35 U.S.C. 111(b) does not contain 
any limitation on the filing date of a petition to revive an 
abandoned provisional application (or the date by which such a 
petition must be granted), but only a limitation as to the period of 
pendency of the provisional application. Thus, § 1.137(e) as 
adopted provides that “[a] provisional application . . . may be 
revived . . . so as to be pending for a period of no longer than 
twelve months from its filing date. Under no circumstances will a 
provisional application be regarded as pending after twelve 
months from its filing date.” 


Section 1.139: Section 1.139 is removed and reserved and its 
subject matter added to § 1.137. 


No comments were received regarding the proposed change to § 
1.139. 
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Section 1.142: Section 1.142 is amended by replacement of 
“response” with “reply” in accordance with the change to § 1.111. 


No comments were received regarding the proposed change to § 
1.142. 


Section 1.144: Section 1.144 is amended for clarification purposes. 


No comments were received regarding the proposed change to § 
1.144. 


Section 1.146: Section 1.146 is amended for clarification purposes. 


No comments were received regarding the proposed change to § 
1.146. 


Section 1.152: Section 1.152 is amended to place its former 
provisions into paragraphs (a),(a)(1), and (a)(2) for clarification. 


Section 1.152 is also amended to remove the prohibition against 
color drawings and color photographs in design applications. 
Section 1.152 is amended to permit the use of color photographs 
and color drawings in design applications subject to the petition 
requirements of § 1.84(a)(2) inasmuch as color may be an integral 
element of the ornamental design. While pen and ink drawings 
may be lined for color, a clear showing of the configuration of the 
design may be obscured by this drafting method. New technolo- 
gies, such as holographic designs, fireworks and laser light 
displays may not be accurately disclosed without the use of color. 


The term “article” of § 1.152(a) is replaced by the term “design” 
as 35 U.S.C. 171 requires that the claim be directed to the “design 
for an article” not the article, per se. Therefore, to comply with the 
requirements of 35 U.S.C. 112, 1, it is only necessary that the 
design as embodied in the article be fully disclosed and not the 
article itself. The term “must” has been replaced by the term 
“should” to allow for latitude in the illustration of articles whose 
configuration may be understood without surface shading. Clari- 
fication language has been added to note that the use of solid black 
surfaces is permitted for representation of the color black as well 
as color contrast and that photographs and ink drawings must not 
be combined as formal drawings in one application. 


A new § 1.152(b) is added to clarify Office practice concerning 
details disclosed in the ink drawings, color drawings, or photo- 
graphs deposited with the original application papers. Specifically, 
§ 1.152(b) provides that any details disclosed in the ink or color 
drawings, or photographs deposited with the original application 
papers constitutes an integral part of the disclosed and claimed 
design, except as otherwise provided in § 1.152(b). Section 
1.152(b) further specifies that this detail may include color or 
contrast, graphic or written indicia, including identifying indicia of 
a proprietary nature (e.g., a company logo), surface ornamentation 
on an article, or any combination thereof. The “but not limited to” 
phrase in § 1.152(b) clarifies that this list is exemplary, not 
exhaustive. 


Section 1.152(b)(1) provides that when any detail shown in 
informal drawings or photographs does not constitute an integral 
part of the disclosed and claimed design, a specific disclaimer must 
appear in the original application papers either in the specification 
or directly on the drawings or photographs. This specific dis- 
claimer in the original application papers will provide antecedent 
basis for the omission of the disclaimed detail(s) in later-filed 
drawings orphotographs. That is, in the absence of such a 
disclaimer, later-filed formal or informal drawings not including 
any detail disclosed in the original drawings will be considered 
tocontain new matter, and will be treated accordingly. See 35 
U.S.C. 112, 1; § 1.121(a)(6). 


Comment 76: One comment stated that applicant may misunder- 
stand the implications of submitting a design drawing in color and 
suggested that § 1.152 should explain and give notice of the 
consequences of submitting an initial color drawing in design 
applications. 


Response: The comment has been adopted. 
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Section 1.152(b)(2) provides that when informal color drawings or 
photographs are deposited with the original application papers 
without a disclaimer pursuant to § 1.152(b)(1), formal color 
drawings or photographs, or a black and white drawing lined to 
represent color, will be required. 


Section 1.154: The heading of § 1.154 is amended to read 
“[a]rrangement of application elements” for consistency with §§ 
1.77 and 1.163. Section 1.154 paragraph (a) is amended to clarify 
that a voluntary submission (see comments under § 1.152 relating 
to substitution of “design” for “article”) may and should be made 
of “a brief description of the nature and intended use of the article 
in which the design is embodied.” It is current practice for design 
examiners, in appropriate cases, to inquire as to the nature and 
intended use of the article in which a claimed design is embodied. 
The submission of such description will allow for a more accurate 
initial classification, and aid in providing a proper and complete 
search at the time of the first action on the merits. In those 
instances where this feature description is necessary to establish a 
clear understanding of the article in which the design is embodied, 
provision of the feature description would help in reducing 
pendency by eliminating the necessity for time-consuming corre- 
spondence. Specifically, requests for information prior to first 
action would be avoided. Absent an amendment requesting dele- 
tion of the description it would be printed on any patent that would 
issue. 


No comments were received regarding the proposed change to § 
1.154. 


Section 1.155: Section 1.155 is amended to include only the 
language of former § 1.155(a). The subject matter of former 
paragraphs (b) through (f) of § 1.155 were added to § 1.137. 


No comments were received regarding the proposed change to § 
1.155. 


Section 1.163: The heading of § 1.163 is amended to read 
“[s]pecification and arrangement of application elements” for 
consistency with §§1.77 and 1.154. Section 1.163(b) is amended to 
remove an unnecessary and outmoded reference to a “legible 
carbon copy of the original” specification for plant applications. 


No comments were received regarding the proposed change to § 
1.163. 


Section 1.165: The proposed amendment to § 1.165 to remove the 
reference to the artistic and competent execution of plant patent 
drawings is withdrawn. 


Comment 77: One comment argued that the language proposed to 
be deleted was actually relied upon by examiners to obtain new 
and better illustrations. 


Response: The comment was adopted to the extent that the 
proposed change is withdrawn to allow for further study of what 
language related to the type of plant drawings should appear in § 
1.165. 


Section 1.167: Section 1.167 is amended to include only the 
language of former § 1.167(a), in that paragraph (b) is removed as 
unnecessary in view of § 1.132. 


Comment 78: One comment questioned whether § 1.132 covers 
paragraph (b) of § 1.167, which paragraph has been deleted. 


Response: Paragraph (b) of § 1.167 provided for the submission of 
affidavits by qualified agricultural or horticultural experts regard- 
ing the novelty and distinctiveness of the variety of plant. Section 
1.132 relates to affidavits traversing grounds of rejection, and is 
recognized as the appropriate rule under which an affidavit may be 
submitted which does not fall within or under other specific rules. 
See MPEP 716. 


Section 1.171: Section 1.171 is amended to no longer require an 
order for a title report in reissue applications as the requirement for 
a certification on behalf of all the assignees under concomitantly 
amended § 1.172(a) obviates the need for a title report and fee 
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therefor. Section 1.171 is also amended by deletion of the 
requirement for an offer to surrender the patent, which offer is seen 
to be redundant in view of § 1.178. 


No adverse comments were received regarding the proposed 
change to § 1.171. 


Section 1.172: Section 1.172 is amended to require that all 
assignees establish their ownership interest in compliance with § 
3.73(b). The amendment as originally proposed repeated require- 
ments found in § 3.73(b) rather than incorporating § 3.73(b), as 
assignees of a part interest are frequently involved in reissue 
applications. 


Comment 79: One comment noted that the proposed amendment 
repeated requirements already found in § 3.73(b) and was unnec- 
essary. 


Response: The comment was adopted, in that § 1.172 is amended 
to simply reference § 3.73(b). Section 3.73(b) is amended to 
replace a reference to an assignee of the entire right, title and 
interest with a reference to an assignee, so as to include assignees 
of a part interest. 


Section 1.175: Section 1.175 relating to the content of the reissue 
oath or declaration (MPEP1414), as well as §§ 1.48 and 1.324 
relating to correction of inventorship in an application and in a 
patent, respectively, are amended to remove the requirement for a 
factual showing relating to a matter in which a lack of deceptive 
intent must be established. A statement as to a lack of deceptive 
intent is sufficient to meet the statutory requirement under 35 
U.S.C. 251 of a lack of deceptive intent relating to the error(s) to 
be corrected by reissue, and a factual showing of how the error(s) 
to be corrected by reissue arose or occurred is not required. As the 
Office no longer investigates fraud and inequitable conduct issues 
and a reissue applicant’s statement of a lack of deceptive intent is 
normally accepted on its face (See MPEP 1448), the requirement 
in former § 1.175(a)(5) that it be shown how the error(s) being 
relied upon arose or occurred without deceptive intent on the part 
of the applicant appears to be unduly burdensome upon applicants 
and the Office, and is deleted. This applies to the initially identified 
error(s), under paragraph (a), and any subsequently identified 
error(s) under paragraph (b). 


Comment 80: Although the elimination of the requirement for a 
factual showing relating to how the errors arose or occurred 
enjoyed overwhelming support, three comments cited the need for 
continued investigation by the Office. One comment, while agree- 
ing that some relaxation of reissue oath or declaration require- 
ments are in order, stated that the Office should not decline to 
investigate entirely or adopt a pro forma requirement that can 
merely be incanted. Two comments stated that it is hard to get the 
courts to review this issue and that the courts and the public are at 
a disadvantage absent an explanation of how the error occurred. 


Response: Current Office practice is to reject reissue applications 
only where there is “smoking gun” evidence of deceptive intent, 
which will not be demonstrated by the type of inquiry limited to a 
showing of how the error arose or occurred without the ability to 
subpoena witnesses or evidence. Accordingly, the burden pre- 
sented on all reissue applicants based on the mere collection of 
such information for every error is not seen to be warranted. 


Comment 81: One comment suggested that a final declaration is 
not needed, and that, as an alternative, counsel should be allowed 
to submit a statement based on information and belief counsel is 
not aware of deceptive intent. 


Response: 35 U.S.C. 251 requires that an error have been made 
without deceptive intention to be corrected via reissue. Accord- 
ingly, all errors being corrected by reissue must have been made 
without deceptive intention, in that an error made with deceptive 
intention cannot be bootstrapped onto an error made without 
deceptive intention and corrected via reissue. The parties with the 
best knowledge of the lack of deceptive intention are the patentees 
and owners of the patent, not counsel for the reissue application. 
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An initial reissue oath or declaration filed pursuant to § 1.175(a) is 
limited to identification ofthe cause(s) of the reissue, and stating 
generally that all errors being corrected in the reissue application 
at the time of filing of the oath or declaration arose without 
deceptive intent. Paragraph (a)(1) requires the identification of at 
least one error and only one error may be identified as the basis for 
reissue. The current practice under § 1.175(a)(3) and (a)(5) of 
specifically identifying all errors being corrected at the time of 
filing the initial oath or declaration is not retained. Although only 
one error need be identified to provide a basis for reissue, where 
only one error among more than one is so identified, applicant 
should carefully monitor that the error is retained or submit a 
supplemental oath or declaration identifying another error or 
errors. 


Comment 82: One comment suggested that since a reissued patent 
and a reexamined patent may also be reissued, paragraph (a)(1) of 
§ 1.175 may be clarified to substitute for “original patent” 
“reissued,” or “existing patent” as what is wholly or partly 
inoperative or invalid. 


Response: The effect of a reissue or reexamination proceedings is 
to cause a substitution for the original patent so that the reissued or 
reexamined patent becomes the original patent. 


Paragraph (b)(1) of § 1.175 requires a supplemental! reissue oath or 
declaration for errors corrected that were not covered by an earlier 
presented reissue oath or declaration, such as the initial oath or 
declaration pursuant to paragraph (a) of this section or one 
submitted subsequent thereto (a supplemental oath or declaration 
under this paragraph), stating generally that all errors being 
corrected, which are not covered by an earlier presented oath or 
declaration pursuant to § 1.175(a) and (b), arose without any 
deceptive intention on the part of the applicant. A supplemental 
oath or declaration that refers to all errors that are being corrected, 
including errors covered by a reissue oath or declaration submitted 
pursuant to paragraph (a) of this section, would be acceptable. The 
specific requirement for a supplemental reissue oath or declaration 
to cover errors sought to be corrected subsequent to the filing of an 
initial reissue oath or declaration is not a new practice, but merely 
recognition of a current requirement for a supplemental reissue 
oath or declaration when additional errors are to be corrected. 
However, the current practice of specifically identifying all supple- 
mental errors being corrected in a supplemental reissue oath or 
declaration is not retained. 


A supplemental oath or declaration under paragraph (b)(1) must be 
submitted prior to allowance. The supplemental oath or declaration 
may be submitted with any amendment prior to allowance, 
paragraph (b)(1)(i), or in order to overcome a rejection under 35 
U.S.C. 251 made by the examiner where there are errors sought to 
be corrected that are not covered by a previously filed reissue oath 
or declaration, paragraph (b)(1)(ii). Any such rejection by theex- 
aminer will include a statement that the rejection may be overcome 
by submission of a supplemental oath or declaration, which oath or 
declaration states that the errors in issue arose without any 
deceptive intent on the part of the applicant. An examiner 
ordinarily will be introducing a rejection under 35 U.S.C. 251 
based on the lack of a supplemental declaration for the first time in 
the prosecution once the claims are determined to be otherwise 
allowable. The introduction of a new ground of rejection under 35 
U.S.C. 251 will not prevent an action from being made final, 
except first actions pursuant to § 1.113(c), because of the combi- 
nation of the following factors: (1) the finding of the case in 
condition for allowance is the first opportunity that the examiner 
has to make the rejection; (2) the rejection is being made in 
response to an amendment of the application (to deal with the 
errors in the patent); (3) all applicants are on notice that this 
rejection will be made upon finding of the case otherwise in 
condition for allowance where errors have been corrected subse- 
quent to the last oath or declaration filed in the case, therefore, the 
rejection should have been expected by applicant; and (4) the 
rejection will not prevent applicant from exercising any rights as to 
curing the rejection, since applicant need only submit the supple- 
mental oath or declaration with the above-described language, and 
it will be entered to cure the rejection provided it raises no 
additional issue, such as an informality or substantive reissue 
question (e.g., a previously omitted claim for priority under 35 
U.S.C. 119). 
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A supplemental oath or declaration under paragraph (b) of this 
section would only be required for errors sought to be corrected 
during prosecution of the reissue application. Where an Office 
action contains only a rejection under 35 U.S.C. 251 and indicates 
that a supplemental oath or declaration under this paragraph would 
overcome the rejection, applicants are encouraged to authorize the 
payment of the issue fee at the time the supplemental reissue oath 
or declaration is submitted in view of the clear likelihood that the 
reissue application will be allowed on the next Office action. Such 
authorization will reduce the delays in the Office awaiting receipt 
of the issue fee. Where there are no errors to be corrected over 
those already covered by an oath or declaration submitted under 
paragraphs (a) and (b)(1) of this section (e.g., the application is 
allowed on first action), or where a supplemental oath or declara- 
tion has been submitted prior to allowance and no further errors 
have been corrected, a supplemental oath or declaration under this 
paragraph, or additional supplemental oath or declaration under 
paragraph (b)(1), would not be required. 


Paragraph (b)(2) provides that for any error sought to be corrected 
after allowance (e.g.,under § 1.312), a supplemental oath or 
declaration must accompany the requested correction stating that 
the error(s) to be corrected arose without any deceptive intent on 
the part of the applicant. 


The quotes around lack of deceptive intent, currently found in § 
1.175(a)(6), are removed as the exact language is not required. The 
reference to § 1.56, currently found in § 1.175(a)(7), is removed as 
unnecessary in view of the reference to § 1.56 in § 1.63 that is also 
referred to by § 1.175(a). The stated ability of applicant to file 
affidavits or declarations of others and the ability of the examiner 
to require additional information, currently found in § 1.175(b), is 
deleted as unnecessary in view of 35 U.S.C. 131 and 35 U.S.C 
132. 


New paragraph (c) of § 1.175 has been rewritten to clarify its 
intent that a subsequently submitted oath or declaration under this 
section need not identify any errors other than what was identified 
in the original oath or declaration provided at least one of the 


originally identified errors to be corrected is retained to provide a 
basis for the reissue. 


In new paragraph (d) of § 1.175 a reference to § 1.53(f) is inserted 
to clarify that the initial oath or declaration under § 1.175(a) 
including those requirements under § 1.63 need not be submitted 
(with the specification, drawing and claims) in order to obtain a 
filing date. 


Section 1.176: The adoption of a final change to § 1.176 is held in 
abeyance pending further consideration by the Office of the 
decision by the Federal Circuit in In re Graff, 111 F.3d874, 42 
USPQ2d 1471 (Fed. Cir. 1997). Graff involved two issues: (1) 
whether it is permissible to have a continuation of a reissue 
application when the reissue application has issued as a reissue 
patent; and (2) whether broadened claims can be presented more 
than two years after the original patent date in a reissue application 
which was filed within two years but did not include any 
broadened claims. While Graff is more directly related to § 1.177 
than § 1.176, §§ 1.176 and 1.177 are sufficiently interrelated that 
the Office considers it appropriate to hoid the final changes to both 
§ 1.176 and § 1.177 in abeyance pending further consideration by 
the Office of the decision in Graff. 


Comment 83: A comment requested clarification regarding how 
restriction, between claims added in a reissue application and the 
original patent claims, by the examiner would be permitted in § 
1.176 while § 1.177 would prohibit multiple reissue patents except 
among the distinct and separate parts of the thing patented. 


Response: The comment will receive further consideration when a 
final change to § 1.176 is adopted. 


Section 1.177: Section 1.177 was proposed to be amended to 
discontinue the current practice that copending reissue applica- 
tions must be issued simultaneously unless ordered otherwise by 
the Commissioner pursuant to petition. As discussed supra, the 
adoption of a final change to § 1.177 is held in abeyance pending 
further consideration by the Office of the decision in Graff. 
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Comment 84: One comment would limit the granting of multiple 
reissue patents on different dates to where a petition for the grant 
of multiple reissue patents has been approved prior to the issuance 
of any reissue patent. Another comment thought that only one 
petition fee should be charged notwithstanding whether a petition 
in more than one reissue application is required. 


Response: The comments will receive further consideration when 
a final change to § 1.177 is adopted. 


Section 1.181: The proposed change to § 1.181 will not be made, 
see comments relating to § 1.101. 


Comment 85: One comment requested that the material to be 
deleted from § 1.181, paragraphs (d), (e), and (g) should be 
retained as they give fair warning to all and the consequences of 
failure to pay a petition fee. 


Response: The comment has been adopted. 


Section 1.182: Section 1.182 is amended by providing that a 
petition under the section may be granted “subject to such other 
requirements as may be imposed” by the Commissioner, language 
similar to that appearing for petitions under § 1.183. The proposal 
to remove the statement that a decision on a petition thereunder 
will be communicated to interested parties in writing is withdrawn. 


Comment 86: One comment opposed the proposal to remove the 
statement that a decision on a petition under § 1.182 will be 
communicated to interested parties in writing, arguing that it 
would not be appropriate for the Office to decide a petition under 
§ 1.182 without communicating the decision to the interested 
parties in writing. 


Response: The suggestion is adopted. The Office did not propose 
to remove the statement that a decision on a petition under § 1.182 
will be communicated to interested parties in writing because the 
Office intended to discontinue providing written decisions on 
petitionsunder § 1.182 (or any other petition), but because it was 
considered unnecessary to state as much in the rule itself. While 
the Office will communicate the decision on any petition under § 
1.182 to the interested parties in writing, such decision may not 
always take the form of a traditional decision on petition. For 
example, the grant of a petition under § 1.182 to accept the omitted 
page(s) or drawing(s) in a nonprovisional application and accord 
the date of such submission as the application filing date will be 
indicated by the issuance of a new filing receipt stating the filing 
date accorded the application. See Notice entitled “Change in 
Procedure Relating to an Application Filing Date” published in the 
Federal Register at 61 FR30041, 30043 (June 13, 1996), and in the 
Official Gazette at 1188 Off. Gaz. Pat. Office 48, 50-51 (July 9, 
1996). 


Section 1.184: Section 1.184 is removed and reserved as repre- 
senting internal instructions. 


Comment 87: Comments suggested that § 1.184 not be deleted 
notwithstanding its internal directions. See response to comment 
relating to § 1.101. 


Section 1.184 relates to the refusal of a subsequent Commissioner 
to reconsider a case once decided by a previous Commissioner, 
except in accordance with principles which govern the granting of 
new trials. As the Commissioner is free to waive any requirement 
of the rules not required by statute, the prohibition against 
reconsideration is ineffective. Additionally, the deletion of the 
material does not necessarily represent an intent to engage in 
reconsideration of matters previously decided. 


Section 1.191: Section 1.191(a) is amended to permit every 
applicant, and every owner of a patent under reexamination, any of 
whose claims have been twice or finally (§ 1.113) rejected (rather 
than “any of the claims of which have been twice rejected or given 
a final rejection (§ 1.113)”), to file an appeal to the Board of Patent 
Appeals and Interferences (Board) to better track the language of 
35 U.S.C. 134. Section 1.191(a) is also amended to: (1) explicitly 
refer to a “notice of appeal” to provide antecedent for such term in 
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§ 1.192; (2) replace “response” with “reply” in accordance with 
the change to § 1.111; and (3) refer to § 1.17(b) for consistency 
with the change to § 1.17. 


Comment 88: One comment argued that the proposed change to § 
1.191, limiting the “twice rejected” requirement for appeal to a 
particular application, was inconsistent with 35 U.S.C.134, as 
indicated by the Board in the unpublished decision Ex parte 
Lemoine, Appeal No. 94-0216 (Bd. Pat. App. & Inter., December 
27, 1994). A second comment argued that § 1.191 should permit an 
appeal based on one rejection in a prior application and one 
rejection in a continuing application to avoid requiring an appli- 
cant to file a pro form a reply to meet the requirement that the 
particular application be twice rejected. 


Response: The comments have been adopted by elimination of the 
limitation to twice rejected being related to a particular applica- 
tion. To avoid inconsistency between § 1.191 and 35 U.S.C. 134, 
§ 1.191 as adopted tracks the language of 35 U.S.C. 134, except 
that § 1.191 states “twice or finally (§ 1.113) rejected” rather than 
“twice rejected.” The patent statute and rules of practice do not 
permit an application to be finally rejected (even under first 
actionfinal practice) under 35 U.S.C. 132, unless the applicant is 
one “whose claims have been twice rejected” within the meaning 
of 35 U.S.C. 134. Thus, the phrase “or finally (§ 1.113)” may be 
viewed as redundant. Nevertheless, as applicants generally delay 
appeal until final action (although Pub. L. 103-465 may change 
this practice), and there has been some confusion as to when 35 
U.S.C. 134 and § 1.191 permit an applicant to appeal a rejection, 
§ 1.191(a) as adopted states “twice or finally (§ 1.113) rejected.” 


Section 1.191(b) is amended to eliminate the requirement for a 
notice of appeal to: (1) besigned; or (2) identify the appealed 
claims. These two requirements have been deleted as being 
redundant of the requirements of § 1.192 for an appeal brief, which 
is necessary to avoid dismissal of the appeal. Section 1.33 requires 
that an appeal brief filed in either an application (§ 1.33(b)) or a 
reexamination proceeding (§ 1.33(c)) be signed. Thus, a signed 
appeal brief under § 1.192 (which must be filed to avoid dismissal 
of the appeal) will serve to, in effect, ratify any unsigned notice of 
appeal under § 1.191. Likewise, the former requirement of § 
1.191(b) for an identification of the appealed claims is unnecessary 
as § 1.192(c)(3) requires that the appeal brief, inter alia, identify 
the “claims appealed.” While it is no longer specifically required 
by § 1.191(b), an applicant or patent owner should continue to sign 
notice of appeals under § 1.191(b) (like other papers) and to also 
identify the claims appealed. The change to § 1.191(b), in effect, 
permits an appeal brief to constitute an automatic “correction” of 
a notice of appeal that is not signed or does not identify the 
appealed claims. 


The failure to timely file an appeal brief will result in dismissal of 
an appeal (§ 1.192(b)). Thus, the failure to timely file an appeal 
brief (signed in compliance with § 1.33(b) or (c)) after the filing of 
an unsigned notice of appeal will result in dismissal of the appeal 
as of the expiration date (including any extensions of time actually 
obtained) for filing such appeal brief. It will not result in treatment 
of the application or patent under reexamination as if the notice of 
appeal had never been filed. This distinction is significant in an 
application containing allowed claims, in that dismissal of an 
appeal results in cancellation of the rejected claims and allowance 
of the application, not abandonment of the application (which 
would have occurred if the notice of appeal had never been filed). 


The Office has eliminated the requirements for a notice of appeal 
to be signed and to identify the appealed claims to avoid the delay 
and expense to the applicant and the Office that is involved in 
treating a defective notice of appeal. These changes were not made 
to encourage the filing of unsigned notices of appeal or notices of 
appeal that do not identify the claims being appealed; rather, a 
notice of appeal should be signed and identify the claims appealed. 
As the change to § 1.191(b) does not affect other papers submitted 
with a notice of appeal (e.g., an amendment under § 1.116) or other 
actions contained within the notice of appeal (e.g., an authorization 
to charge fees to a deposit account), the failure to sign a notice of 
appeal (or accompanying papers) may have adverse effects not- 
withstanding the change to § 1.191(b). For example, an unsigned 
notice of appeal filed with an authorization (unsigned) to charge 
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the appeal fee to a deposit account as payment of the notice of 
appeal fee (§ 1.17(b)) will be unacceptable as lacking the appeal 
fee, as § 1.191(b) applies to the notice of appeal, but not to an 
authorization to charge a deposit account that happens to be 
included in the notice of appeal. 


Section 1.192: Section 1.192(a) is amended by replacement of 
“response” with “reply” in accordance with the change to § 1.111, 
and to refer to § 1.17(c) for consistency with the change to § 1.17. 


Comment 89: One comment suggested that the appeal process 
could be improved by the imposition of a reasonable page limit on 
briefs. 


Response: The suggestion will be reviewed for further consider- 
ation. 


Section 1.193: Section 1.193, as well as §§ 1.194, 1.196, and 
1.197, are amended to change “the appellant” to “appellant” for 
consistency. Section 1.193 is also amended by revision of para- 
graph (a) into paragraphs (a)(1) and (a)(2) and revision of 
paragraph (b) into paragraphs (b)(1) and (b)(2). Paragraph (a)(1) 
retains the subject matter of current paragraph (a), except that the 
phrase “and a petition from such decision may be taken to the 
Commissioner as provided in § 1.181” is deleted as superfluous. 
Section 1.181(a), by its terms, authorizes a petition from any 
action or requirement of an examiner in the ex parte prosecution of 
an application which is not subject to appeal. 


Section 1.193(a)(2) specifically prohibits the inclusion of a new 
ground of rejection in an examiner’s answer, but also expressly 
provides that when (1) an amendment under § 1.116 proposes to 
add or amend one or more claims, (2) appellant was advised (in an 
advisory action) that the amendment under § 1.116 would be 
entered for purposes of appeal, and (3) the advisory action 
indicates which individual rejection(s) set forth in the action from 
which the appeal was taken (e.g., the final rejection) would be used 
to reject the added or amended claim(s), then (1) the appeal brief 
must address the rejection(s) of the claim(s) added or amended by 
the amendment under § 1.116 as indicated in the advisory action, 
and (2) the examiner’s answer may include the rejection(s) of the 
claim(s) added or amended by the amendment under § 1.116 as 
indicated in the advisory action. This provision of § 1.193(a)(2) is 
intended for those situations in which a rejection is stated (i.e., 
applied to some claim) in the final Office action, but due to an 
amendment under § 1.116 (after final) such rejection is now 
applicable to a claim that was added or amended under § 1.116. 
For example, when an amendment under § 1.116 cancels a claim 
(the “canceled claim”) and incorporates its limitations into the 
claim upon which it depends or rewrites the claim as a new 
independent claim (the “appealed claim”), the appealed claim has 
become the canceled claim since it now contains the limitations of 
the canceled claim (i.e., the only difference between the appealed 
claim and the canceled claim is the claim number). In such 
situations, the appellant has been given a fair opportunity to react 
to the ground of rejection (albeit to a claim having a different claim 
number). Thus, the Office does not consider such a rejection to 
constitute a “new ground of rejection” within the meaning of § 
1.193(b). Nevertheless, § 1.193(b)(2) expressly permits such a 
rejection on appeal and further provides that “[t}he filing of an 
amendment under § 1.116 which is entered for purposes of appeal 
represents appellant’s consent that when so advised any appeal 
proceed on those claim(s) added or amended by the amendmen 
tunder § 1.116 subject to any rejection set forth in the action from 
which the appeal was taken” to eliminate controversy as to the 
rejection(s) to which claim(s) added or amended under § 1.116 
may be subject on appeal. 


The phrase “individual rejections” in § 1.193(a)(2) addresses the 
situation in which claim 2 (which depends upon claim 1) was 
rejected under 35 U.S.C. 103 on the basis of A in view of B and 
claim 3 (which depends upon claim 1) was rejected under 35 
U.S.C. 103 on the basis of A in view of C, but no claim was 
rejected under 35 U.S.C. 103 on the basis of A in view of B and 
C, and an amendment under § 1.116 proposes to combine the 
limitations of claims 2 and 3 together into new claim 4. In this 
situation, the action from which the appeal is taken sets forth no 
rejection on the basis of A in view of B and C, and, as such, § 
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1.193(a)(2) does not authorize the inclusion of rejection of newly 
proposed claim 4 under 35 U.S.C. 103 on the basis of A in view of 
B and C in the examiner’s answer. Of course, as a claim including 
the limitations of both claim 2 and claim 3 is a newly proposed 
claim in the application, such an amendment under § 1.116 may 
properly be refused entry as raising new issues. Conversely, that § 
1.193(a)(2) would authorize the rejection in an examiner’s answer 
of aclaim sought to be added or amended in an amendment under 
§ 1.116 has no effect on whether the amendment under § 1.116 is 
entitled to entry. The provisions of § 1.116 control whether an 
amendment under § 1.116 is entitled to entry; the provisions of § 
1.193(a)(2) control the rejections to which a claim added or 
amended in an amendment under § !.116 may be subject in an 
examiner’s answer. 


While § 1.193(a) generally prohibits a new ground of rejection in 
an examiner’s answer, it does not prohibit the examiner from 
expanding upon or varying the rationale for a ground of rejection 
set forth in the action being appealed. That is, the parenthetical 
definition of “new ground of rejection” in MPEP 1208.01 as 
including an “other reason for rejection of the appealed claims 
means another basis for rejection of the appealed claims, and not 
simply another argument, rationale, or reason submitted in support 
of a rejection previously of record. 


There is no new ground of rejection when the basic thrust of the 
rejection remains the same such that an appellant has been given 
a fair opportunity to react to the rejection. See In re Kronig, 539 
F.2d 1300, 1302-03, 190 USPQ 425, 426-27 (CCPA 1976). Where 
the statutory basis for the rejection remains the same, and the 
evidence relied upon in support of the rejection remains the same, 
a change in the discussion of or rationale for supporting the 
rejection does not constitute a new ground of rejection. /d. at 1303, 
190 USPQ at 427 (reliance upon fewer references in affirming a 
rejection under 35 U.S.C. 103 does not constitute a new ground of 
rejection). Where the examiner simply changes (or adds) a 
rationale for supporting a rejection, but relies upon the same 
statutory basis and evidence in support of the rejection, there is no 
new ground of rejection. 


In any event, an allegation that an examiner’s answer contains an 
impermissible new ground of rejection is waived if not timely (§ 
1.181(f)) raised by way of a petition under § 1.181(a). 


Section 1.193(b)(1) provides appellant with a right to file a reply 
brief in reply to an examiner’s answer which is not dependent upon 
a new point of argument being present in the examiner’s answer. 
The former practice of permitting reply briefs based solely on a 
finding of a new point of argument, as set forth in former 
paragraph (b), is eliminated thereby preventing present controver- 
sies as to whether a new point of argument has been made by the 
primary examiner. Appellant would be assured of having the last 
submission prior to review by the Board. Upon receipt of a reply 
brief, the examiner would either acknowledge its receipt and entry 
or reopen prosecution to respond to any new issues raised in the 
reply brief. Should the Board desire to remand the appeal to the 
primary examiner for comment on the latest submission by 
appellant or to clarify an examiner’s answer (MPEP 1211, 
1211.01, and 1212), appellant would be entitled to submit a reply 
brief in reply to the answer by the examiner to the Board's inquiry, 
which answer would be by way of a supplemental examiner’s 
answer. 


Thus. § 1.193(a)(2) does not permit a new ground of rejection in 
an examiner’s answer, and § 1.193(b)(1) does not, in the absence 
of a remand by the Board, permit an answer (other than a mere 
acknowledgment) to a timely filed reply brief. Section 1.193 
requires the examiner to reopen prosecution to either: (1) enter a 
new ground of rejection; or (2) provide a substantive answer to a 
reply brief. 


Section 1.193(b)(2) provides that if appellant desires that the 
appeal process be reinstated in reply to the examiner’s reopening 
of prosecution under § 1.193(b)(1), appellant would be able to file 
a request to reinstate the appeal and a supplemental appeal brief as 
an alternative to filing a reply (under §§ 1.111 or 1.113, as 
appropriate) to the Office action. Amendments, affidavits or other 
new evidence, however, would not be entered if submitted with a 


U.S. PATENT AND TRADEMARK OFFICE 


1243 TMOG 777 
(241) 


request to reinstate the appeal. Like a reply brief, a supplemental 
appeal brief submitted pursuant to § 1.193(b)(2)(ii) need not 
reiterate the contentions set forth in a previously filed appeal 
brief(or reply brief), but need only set forth appellant’s contention 
with regard to the new ground of rejection(s) raised in the Office 
action that reopened prosecution. The supplemental appeal brief 
will automatically incorporate all issues and arguments raised in 
the previously filed appeal brief (or reply brief), unless appellant 
indicates otherwise. 


The intent of the change to § 1.193(b) is to give appellant (rather 
than the examiner) the option to continue the appeal if desired 
(particularly under Pub. L. 103-465), or to continue prosecution 
before the examiner in the face of a new ground of rejection. 
Should a supplemental appeal brief be elected as the reply to the 
examiner reopening prosecution based on a new ground of 
rejection under § 1.193(b)(1), the examiner may under § 
1.193(a)(1) issue an examiner’s answer. Where an appeal is 
reinstated pursuant to § 1.193(b)(2)(ii), no additional appeal fee is 
currently required. 


Comment 90: A number of comments favored permitting appel- 
lants to file a reply brief as amatter of right. One comment argued 
that the Board, rather than the examiner, should determine whether 
the appellant should be permitted to file a reply brief. 


Response: Section 1.193 as adopted permits an appellant to file a 
reply brief as a matter of right. This change eliminates the 
authority of an examiner to refuse entry of a timely filed reply 
brief. 


Comment 91: One comment suggested that a reasonable page limit 
could be placed on reply briefs. 


Response: The comment will be studied. 


Comment 92: A number of comments opposed the proposed 
change to require a substitute appeal brief, rather than a reply brief. 
These comments argued that requiring an entirely new brief 
reiterating previously submitted arguments, rather than a mere 
reply to the examiner’s answer, would result in a less readable and 
coherent record. 


Response: Section 1.193 as adopted permits a reply brief (rather 
than a substitute appeal brief) where the appellant desires to reply 
to an examiner’s answer or and a supplemental appeal brief where 
the appellant requests reinstatement of an appeal. Contentions 
(orinformation) set forth in a previously filed appeal (or reply 
brief) need not be reiterated in a reply brief or supplemental appeal 
brief. 


Comment 93: A number of comments favored prohibiting a new 
ground of rejection in an examiner’s answer. 


Response: Section 1.193 as adopted prohibits a new ground of 
rejection in an examiner’s answer, except under the limited 
circumstance specifically provided for in § 1.193(a)(2). 


Comment 94: Two comments suggested that if the examiner 
reopens prosecution after an appeal brief has been filed, § 1.193 or 
§ 1.113 should be amended to state that the action issued by the 
examiner cannot be made final. 


Response: The finality of an Office action is determined under 
MPEP 706.07(a), which states that “any second or subsequent 
actions on the merits shall be final, except where the examiner 
introduces a new ground of rejection not necessitated by amend- 
ment of the application by applicant.* Whether the action subse- 
quent to the reopening of prosecution may be made final will be 
determined solely by whether such action includes a new ground 
of rejection not necessitated by amendment of the application by 
the applicant. Thus, where an amendment under § 1.116 entered as 
a result of reopening of prosecution necessitates a new ground of 
ejection, the action immediately subsequent to the reopening of 
prosecution may be made final. See MPEP 706.07(a) and 1208.01. 
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Comment 95: One comment would go further in permitting 
applicant to reinstate an appeal as a reply to the examiner 
reopening prosecution by permitting amendments, affidavits and 
other evidence to address the new ground of rejection. Another 
comment desired the ability to reply directly to the Board for any 
new ground of rejection raised by the Board. 


Response: The comments amount to having the Board conduct the 
prosecution of the application and not act as an appellate review. 
Amended claims, affidavits and other evidence should be seen by 
the examiner first for a determination as to whether a new search 
is required, to conduct any newly required search, and also to 
evaluate the newly submitted and any newly discovered material at 
the examination level. See comments to § 1.196(d). 


Comment 96: One comment would further amend § 1.193 to waive 
any subsequent appeal notice fee and appeal brief fee, and start the 
time period for extension of patent from the time of first appeal in 
that if the examiner did his or her duty properly there would be no 
need to reopen prosecution. 


Response: Under current practice, a new fee is due for each notice 
of appeal, each brief, and each request for an oral hearing, so long 
as a decision on the merits by the Board resulted from the prior 
notice of appeal, brief, and request for an oral hearing. Thus, 
when an examiner reopens prosecution after appeal but prior to a 
decision by the Board on the appeal, the fee for the notice of 
appeal, brief, and request for an oral hearing will apply to a later 
appeal. The change to § 1.193 in this Final Rule is not germane to 
patent term extension under 35 U.S.C. 154(b) and § 1.701. 


In any event, that prosecution is reopened subsequent to the filing 
of an appeal brief is not necessarily a concession that the rejection 
of the appealed claims was in error. It is often the case that 
prosecution is reopened subsequent to the filing of an appeal brief 
in the situation in which the examiner considers the rejection of the 
appealed claims to be appropriate (and thus the appeal to be 
without merit), but discovers a better basis for rejecting the claims 
at issue (e.g., even better prior art references). To characterize an 
examiner, who decides to reopen prosecution to avoid wasting the 
Board’s resources (and the appellant’s time) with a rejection that is 
not the best possible rejection of the appealed claims, as an 
examiner who is not properly performing his or her duties, would 
be non-sensical. 


Comment 97: One comment opposed prohibiting a new ground of 
rejection in an examiner’s answer. The comment argued that this 
change will result in unnecessary delays inprosecution. 


Response: The proposal to prohibit a new ground of rejection in an 
examiner’s answer otherwise received overwhelming support. 
Under Pub. L. 103-465, any delay in prosecution resulting from 
the reopening of prosecution is to the detriment of the applicant. 
Thus, it is considered appropriate to give the applicant the choice 
of whether to prosecute the application before the examiner or 
reinstate the appeal. 


Section 1.194: Section 1.194(b) is amended to provide that a 
request for an oral hearing must be filed in a separate paper, and to 
refer to § 1.17(d) for consistency with the change to § 1.17. 


Section 1.194(c) is amended to provide that appellant will be 
notified when a requested oral hearing is unnecessary (e.g., a 
remand is required). 


Comment 98: One comment argued that § 1.194 leaves an open 
statement as to when the Board may decide that an oral hearing is 
not necessary, in that this section does not limit considering an oral 
hearing not necessary to when the application has been remanded 
to the examiner. 


Response: The situation in which an application has been re- 
manded to the examiner was simply an exemplary situation of 
special circumstances in which the Board may determine that an 
oral hearing is not necessary. Section 1.194 was not meant to limit 
the discretion of the Board to determine that an oral hearing is not 
necessary to those situations when the application has been 
remanded to the examiner. 
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Section 1.196: Section 1.196 paragraphs (b) and (d) are combined 
by amending paragraph § 1.196(b) to specifically provide therein 
for a new ground of rejection for both appealed claims and for 
allowed claims present in an application containing claims that 
have been appealed rather than the current practice under § 
1.196(d) of recommending a rejection of allowed claims that is 
binding on the examiner. The effect of an explicit rejection of an 
allowed claim by the Board is not seen to differ from a recom- 
mendation of a rejection and would serve to advance the prosecu- 
tion of the application by having the rejection made at an earlier 
date by the Board rather than waiting for the application to be 
forwarded and acted upon by the examiner. The former practice 
that the examiner is not bound by the rejection should appellant 
elect to proceed under § 1.196(b)(1) and an amendment or 
showing of facts not previously of record in the opinion of the 
examiner overcomes the new ground of rejection, is not changed. 
A period of two months is now explicitly set forth for a reply to a 
decision by the Board containing a new ground of rejection 
pursuant to § 1.196(b), which would alter the one month previ- 
ously set forth for replies to recommended rejections of previously 
allowed claims. See MPEP 1214.01. Extensions of time continue 
to be governed by § 1.196(f) and § 1.136(b) (and not by § 
1.136(a)). 


The last sentence of § 1.196(b)(2) is amended to clarify that 
appellants do not have to both appeal and file a request for 
rehearing where only a rehearing of a portion of the decision is 
sought. A decision on a request for rehearing will incorporate the 
earlier decision for purposes of appeal of the earlier decision in 
situations in which only a partial request for rehearing has been 
filed. Additionally, it is clarified that decisions on rehearing are 
final unless noted otherwise in the decision in that under some 
circumstances it may not be appropriate to make a decision on 
rehearing final as is currently automatically provided for. Section 
1.196(b) is also amended to clarify that the appellant must exercise 
one of the two options with respect to the new ground of rejection 
under § 1.196(b) to avoid termination of proceedings (§ 1.197(c)) 
as to the rejected claims. 


Section 1.196(b)(2) (and § 1.197(b) and 1.304(a)(1)) are amended 
to change the phrase “request for reconsideration™ to “request for 
rehearing” for consistency with 35 U.S.C. 7(b). See In re Alappat, 
33 F3d 1526, 1533, 31 USPQ2d 1545, 1548 (Fed. Cir. 1994) 
(enbanc) (noting “imprecise regulation drafting in regard to the 
phrase “request for reconsideration™ in § 1.197). 


Section 1.196(d) is amended to provide the Board with explicit 
authority to have an appellant clarify the record in addition to what 
is already provided by way of remand to the examiner (MPEP 
1211), and appellant’s compliance with the requirements of an 
appeal brief (§ 1.192(d)). Section 1.196(d) specifically provides 
that an appellant may be required to address any matter that is 
deemed appropriate for a reasoned decision on the pending appeal, 
which may include: (1) the applicability of particular case law that 
has not been previously identified as relevant to an issue in the 
appeal; (2) the applicability of prior art that has not been made of 
record; or (3) the availability of particular test data that would be 
persuasive in rebutting a ground of rejection. Section 1.196(d) also 
provides that appellant would be given a non-extendable time 
period (not a time limit) within which to reply to any requiremen- 
tunder § 1.196(d). 


Comment 99: One comment suggested that § 1.196(b) would 
appear to authorize the Board to reverse a restriction requirement, 
as § 1.196(b) authorizes the Board to reject any pending claim. The 
comment suggested that § 1.196(b) authorize the Board to reject 
any examined (rather than pending) claim. 


Response: Section 1.196(b) authorizes, but does not require, the 
Board to reject claims not involved in the appeal. The Board has 
held that a restriction requirement is not an adverse decision within 
the meaning of 35 U.S.C. 7 and 134 subject to appeal, and the 
CCPA and Federal Circuit have supported this position. See In re 
Hengehold, 440 F.2d 1395, 169USPQ 473 (CCPA 1971): see also 
In re Watkinson, 900 F.2d 230, 14 USPQ2d 1407 (Fed.Cir. 1990). 
Thus, concerns that the Board will use the provisions of § 1.196(b) 
to review restriction requirements are misguided 
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Comment 100: Several comments opposed the change to § 
1.196(d) on the basis that it places the Board in the position of 
acting as an examiner in the first instance. 


Response: Section 1.196(d) authorizes, but does not require, the 
Board to require an appellant to clarify the record without 
remanding the application to the examiner. This change will 
authorize the Board to obtain clarification directly from the 
appellant in those situations in which the Board considers a 
remand to or further action by the examiner unnecessary. Where 
the Board considers action by an examiner in the first instance to 
be necessary or desirable, the Board retains the authority to 
remand the application to the examiner for such action. Addition- 
ally, after reply to an inquiry under § 1.196(d) (e.g., does there 
exist test data that would be persuasive in rebutting a particular 
ground of rejection), a remand to the examiner may be deemed to 
be appropriate (e.g., to evaluate test data received in reply to an 
inquiry). 


Section 1.197: Section 1.197(b) is amended to eliminate its use of 
the passive voice. Section 1.197(b) is also amended to change 
“reconsideration or modification” to “rehearing” for consistency 
with 35 U.S.C. 7(b). For consistency with the two-month period 
set forth in § 1.196(b), § 1.197(b) is also amended to provide a 
two-month period (rather than a one-month period) within which 
an appellant may file the single request for rehearing permitted by 
§ 1.197(b). 


No comments were received regarding the proposed change to § 
1.197. 


Section 1.291: Section 1.29l(c) is amended by removing the 
blanket limitation of one protest per protestor and would provide 
for a second or subsequent submission in the form of additional 
prior art. Mere argument that is later submitted by an initial 
protestor would continue not to be entered and would be returned 
unless it is shown that the argument relates to a new issue that 
could not have been earlier raised. See MPEP 1901.07(b). Al- 
though later submitted prior art would be made of record by a 
previous protestor without a showing that it relates to a new issue, 
it should be noted that entry of later submitted prior art in the file 
record does not assure its consideration by the examiner if 
submitted late in the examination process. Accordingly, initial 
protests should be as complete as possible when first filed. 


In view of the amendment to § 1.291(a) in the “Miscellaneous 
Changes in Patent Practice” Final Rule (discussed supra) to 
require that a protest be filed prior to the mailing of a notice of 
allowance under § 1.311 to be considered timely (§ 1.291(a)(1)), 
the restriction of protests by number is deemed unnecessary and is 
recognized as ineffective, in that a party may effectively file 
multiple protests by submitting each protest through a third party 
agent acting on behalf of such party. 


Comment 101: One comment suggested that permitting more than 
one submission by a particular party relating to prior art poses a 
risk that a third party may sequentially submit individual pieces of 
prior art as a delaying factor. 


Response: Any delay in submission of a piece of prior art by a third 
party poses the risk that the later submitted prior art will not be 
considered, particularly if it is seen as part of a pattern. The review 
of any piece of prior art, assuming it is not part of a large package, 
to determine its value is not seen to result in any delay in issuing 
an Office action. It isrecognized that some delay may result where 
a piece of prior art in a second submission by a third party is 
utilized in a rejection that could have been made sooner if that art 
had been submitted earlier; however, on balance the Office would 
prefer to delay prosecution of an application and consider and 
apply a newly submitted reference not found by the examiner 
rather than issue an invalid claim. 


Section 1.291(c) is also amended to: (1) delete the sentence “[t}he 
Office may communicate with the applicant regarding any protest 
and may require the applicant to reply to specific questions raised 
by the protest” as superfluous as the Office may communicate with 
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an applicant regarding any matter, and require the applicant to 
reply to specific questions, concerning the application; (2) replace 
“respond” with “reply” in accordance with the change to § 1.111. 


Section 1.293: Section 1.293 paragraph (c) is amended to replace 
the reference to § 1.106(e) with a reference to § 1.104(c)(5), to 
reflect a transfer of material. 


Section 1.294: Section 1.294 paragraph (b) is amended by replace- 
ment of “response” with “reply” in accordance with the change to 
§ 1.111. 


No comments were received regarding the proposed change to § 
1.294. 


Section 1.304: Section 1.304(a)(1) is amended to replace “consid- 
eration” by “reconsideration” to correct a typographical error. 


No comments were received regarding the proposed change to 
§1.304. 


Section 1.312: Section 1.312(b) is amended to have a reference to 
§ 1.175(b) added in view of the change in § 1.175(b) referencing 
§ 1.312(b). 


No comments were received regarding the proposed change to § 
1.312. 


Section 1.313: Section 1.313 will not be amended with the addition 
of paragraph (c) informing applicants that unless written notifica- 
tion is received that the application has been withdrawn from issue 
at least two weeks prior to the projected date of issue, applicants 
should expect that the application will issue as a patent. The matter 
will be further studied. It should be noted, however, that once an 
application has issued, the Office is without authority to grant a 
request under § 1.313 notwithstanding submission of the request 
prior to issuance of the patent. 


Section 1.316: Section 1.316 is amended to include only the 
language of former § 1.316(a). The subject matter of former 
paragraphs (b) through (f) of § 1.316 were added to § 1.137. No 
comments were received regarding the proposed change to § 
1.316. 


Section 1.317: Section 1.317 is amended to include only the 
language of former § 1.317(a). The subject matter of former 
paragraphs (b), (c), (e) and (f) of § 1.317 were added to § 1.137. 
No comments were received regarding the proposed change to § 
1.317. 


Section 1.318: Section 1.318 is removed and reserved as being an 
internal Office instruction. See comments relating to § 1.101. 


Section 1.324: Section 1.324 is amended by creating paragraphs 
(a) and (b). The requirement for factual showings to establish a 
lack of deceptive intent is deleted, with a statement to that effect 
being sufficient, paragraph (a). Office practice is to require the 
same type and character of proof of facts as in petitions under § 
1.48(a). See MPEP 1481. Unlike former § 1.48, former § 1.324 
contained no diligence requirement. See Stark v. Advanced Mag- 
netics, Inc., 29 F.3d 1570, 1574, 31 USPQ2d 1290, 1293 (Fed. Cir. 
1994). Section 1.324 (and § 1.48) as adopted contain no diligence 
requirement, for the reasons set forth in the discussion of § 1.48. 


Section 1.324(b)(1) is amended to explicitly require a statement 
relating to the lack of deceptive intent only from each person who 
is being added or deleted as an inventor, as opposed to the current 
practice of requiring a statement from each original named 
inventor and any inventor to be added. 


The current requirements for an oath or declaration under § 1.63 
by each actual inventor is replaced, paragraph (b)(2) of § 1.324, by 
a statement from the current named inventors who have not 
submitted a statement under paragraph (b)(1) of § 1.324 either 
agreeing to the change of inventorship or stating that they have no 
disagreement in regard to the requested change. Not every original 
named inventor would necessarily have knowledge of each of the 
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contributions of the other inventors and/or how the inventorship 
error occurred, in which case their lack of disagreement to the 
requested change would be sufficient. 


Paragraph (b)(3) of § 1.324 requires the written consent of the 
assignees of all parties who submitted a statement under paragraph 
(b)(1) and (b)(2) of this section similar to the current practice of 
consents by the assignees of all the existing patentees. A clarifi- 
cation reference to § 3.73(b) is added. 


Paragraph (b)(4) of § 1.324 states the requirement for a petition fee 
as set forth in § 1.20(b). 


No adverse comments were received regarding the proposed 
change to § 1.324. 


Section 1.325: The proposed removal of § 1.325 is withdrawn. 
See comments relating to § 1.101. 


Section 1.351: The proposed removal of § 1.351 is withdrawn. See 
comments relating to § 1.101. 


Section 1.352: Section 1.352 is removed and reserved as unnec- 
essary as an internal instruction. 


See comments relating to § 1.101. 


Section 1.366: Section 1.366(b) is amended to remove the term 
“certificate” as unnecessary. Section 1.366(c) is amended for 
clarity by changing “serial number” to “application number,” 
which consists of the serial number and the series code (e.g., 
“08/"). 


Paragraph (d) removes the request for the information concerning 
the issue date of the original patent and filing date of the 
application for the original patent as unnecessary. The term 
“serial” is also removed from paragraph (d). 


No comments were received regarding the proposed change to § 
1.366. 


Section 1.377: Section 1.377(c) is amended to remove the require- 
ment that the petition be verified in accordance with the change to 
§§ 1.4(d)(2) and 10.18. 


No comments were received regarding the proposed change to § 
1.377. 


Section 1.378: Section 1.378(d) is amended to remove the require- 
ment that the statement be verified in accordance with the change 
to §§ 1.4(d)(2) and 10.18. 


No comments were received regarding the proposed change to § 
1.378. 


Section 1.425: Section 1.425 is amended by removing paragraph 
(a) and its requirement for proof of the pertinent facts relating to 
the lack of cooperation or unavailability of the inventor for which 
status is sought. In addition, § 1.425 is further amended by deleting 
paragraph (b) and its requirements for proof of the pertinent facts, 
presence of a sufficient proprietary interest, and a showing that 
such action is necessary to preserve the rights of the parties or to 
prevent irreparable damage. Additionally, the requirement that the 
last known address of the non-signing inventor be stated has been 
removed. The current requirements are thought to be unnecessary 
in view of the need for submission of the same information in a 
petition under § 1.47 during the national stage. The paragraph 
added parallels the requirement in PCT Rule 4.15 for a statement 
explaining to the satisfaction of the Commissioner the lack of the 
signature concerned for submission of the international applica- 
tion. 


No comments were received regarding the proposed change to § 
1.425. 


Section 1.484: Section 1.484 paragraphs (d) through (f) are 
amended by replacement of “response” and “respond” with 
“reply” in accordance with the change to § 1.111. 
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No comments were received regarding the proposed change to § 
1.484. 


Section 1.485: Section 1.485(a) is amended by replacement of 
“response” with “reply” in accordance with the change to § 1.111. 


No comments were received regarding the proposed change to § 
1.485. 


Section 1.488: Section 1.488(b)(3) is amended by replacement of 
“response” with “reply” in accordance with the change to § 1.111. 


No comments were received regarding the proposed change to § 
1.488. 


Section 1.492: Section 1.492 is amended to add new paragraph (g). 
See the amendment to § 1.16 adding a new paragraph (m). 


No comments were received regarding the proposed change to § 
1.492. 


Section 1.494: Section 1.494(c) is amended by replacement of 
“response” with “reply” in accordance with the change to § 1.111. 


No comments were received regarding the proposed change to § 
1.494. 


Section 1.495: Section 1.495(c) is amended by replacement of 
“response” with “reply” in accordance with the change to § 1.111. 


No comments were received regarding the proposed change to § 
1.495. 


Section 1.510: Section 1.510(e) is amended to replace a reference 
to § 1.121(f) with a reference to § 1.530(d), which sets forth the 
requirements for an amendment in a reexamination proceeding. 


No comments were received regarding the proposed change to § 
1.510. 


Section 1.530: The title has been changed by the addition of a 
semicolon to clarify that the section is intended to cover not only 
amendments submitted with the statement, but also amendments 
submitted at any other stage of the reexamination proceedings. 


Section 1.530(d) is replaced by paragraphs (d)(1) through (d)(7) 
removing the reference to § 1.121(f) in accordance with the 
deletion of § 1.121(f). The manner of proposing amendments in 
reexamination proceedings is governed by § 1.530(d)(1) through 
(d)(6). Paragraph (d)(1) is directed to the manner of proposing 
amendments in the specification, other than in the claims. Para- 
graph (d)(1)(i) requires that amendments including deletions be 
made by submission of a copy of one or more newly added or 
rewritten paragraphs with markings, except that an entire para- 
graph may be deleted by a statement deleting the paragraph 
without presentation of the text of the paragraph. Paragraph 
(d)(1)(ii) requires indication of the precise point in the specifica- 
tion where the paragraph which is being amended is located. When 
a change in one sentence, paragraph, or page results in only format 
changes to other pages (e.g., shifting of non-amended text to 
subsequent pages) not otherwise being amended, such format 
changes are not to be submitted. Paragraph (d)(1)(iii) defines the 
markings set forth in paragraph (d)(1)(ii). Proposed paragraph 
(d)(1 (iii), relating to a requirement for submission of all amend- 
ments be presented when any amendment to the specification is 
made, was not implemented. 


Paragraph (d)(2) of § 1.530 relates to the manner of proposing 
amendments to the claims in reexamination proceedings. Para- 
graph (d)(2)(iA) of 1.530 requires that a proposed amendment 
include the entire text of each patent claim which is proposed to be 
amended by the current amendment and each proposed new claim 
being added by the current amendment. Additionally, provision 
has been made for the cancellation of a patent claim or of a 
previously proposed new claim by a direction to cancel without the 
need for marking by brackets. Paragraph (d)(2)(i)(B) prohibits the 
renumbering of the patent claims and requires that any proposed 
new claims follow the number of the highest numbered patent 
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claim. Paragraph(d)(2)(i)(C) identifies the type of markings re- 
quired by paragraph (d)(2)(i)(A), single underlining for added 
material and single brackets for material deleted. 


Paragraph (d)(2)(1i) requires the patent owner to set forth the status 
(i.e., pending or cancelled) of all patent claims, and of all currently 
proposed new claims, as of the date of the submission of each 
proposed amendment. The absence of claim status would result in 
a notice of informal response. 


Paragraph (d)(2){iii) of § 1.530 requires an explanation of the 
support in the disclosure for any amendments to the claims 
presented tor the first time on pages separate from the amendments 
along with any additional comments. The absence of an explana- 
tion would result in a notice of informal response. 


Proposed paragraphs (d)(2)(iv) and (v), relating to a requirement 
for presentation of all amendments as of the date any amendment 
to the claims is made, and to the treatment of the failure to submit 
a copy of any added claim as a direction to cancel that claim, were 
not implemented. 


Paragraph (d)(3) of § 1.530 provides that: (1) an amendment may 
not enlarge the scope of the claims of the patent, (2) no amendment 
may be proposed for entry in an expired patent, and (3) no 
amendment will be incorporated into the patent by certificate 
issued after the expiration of the patent. 


Paragraph (d)(4) of § 1.530 provides that amendments proposed to 
a patent during reexamination proceedings will not be effective 
until a reexamination certificate is issued. This replaces paragraph 
(e) of § 1.530, which has been removed and reserved. 


Paragraph (d)(5) of § 1.530 provides the criteria for the form of 
amendments in reexamination proceedings (i.e., paper size must be 
either letter size or A4 size, and not legal size). 


Paragraph (d)(6) of § 1.530 clarifies that proposed amendments to 
the patent drawing sheets are not permitted and that any change 
must be by way of a new sheet of drawings with the proposed 
amended figures being identified as “amended” and with proposed 
added figures identified as “new” for each sheet that has changed. 
Material in paragraph (d)(6) has been transferred from cancelled § 
1.115. 


Paragraph (d)(7) of § 1.530, has been added in view of the deletion 
of § 1.115 paragraph (d), requires amendment of the disclosure in 
certain situations (i.e., to correct inaccuracies of description and 
definition) and to secure substantial correspondence between the 
claims, the remainder of the specification, and the drawings. The 
previous requirement for “correspondence” has been modified by 
use of “substantial correspondence.” See comments to § 1.115. 


Paragraph (d)(8) of § 1.530 has been added to clarify that all 
amendments to the patent being reexamined must be made relative 
to (i.e., vis-d-vis) the patent specification in effect as of the date of 
the filing of the request for reexamination (the patent specification 
includes the claims). If there was a prior change to the patent 
(made via a prior reexamination certificate, reissue of the patent, 
certificate of correction, etc.), the first amendment must be made 
relative to the patent specification as changed by the prior 
proceeding or other mechanism for changing the patent. In 
addition, all amendments subsequent to the first amendment must 
be made relative to the patent specification in effect as of the date 
of the filing of the request for reexamination, and not relative to the 
prior amendment. 


Paragraph (e) of § 1.530 has been removed with the material 
formerly contained therein transferred to new paragraph (d)(4) of 
§ 1.530. 


The proposed change in §§ 1.530, 1.550, and 1.560 to replace 
“response,” “responses” and “respond” with “reply” in accordance 
with the change to § 1.111 is not being adopted at this time. As the 
term “reply” in a reexamination proceeding refers to the “reply” of 
a third party requester (§ 1.535), the Office is withdrawing for 
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further consideration what term should consistently be used for the 
“reply” or “response” by the patent owner and what term should 
consistently be used for the “reply” by a third party requester. 


Section 1.550: Paragraph (a) of § 1.550 is amended to conform the 
citation to §§ 1.104 through 1.119 to the changes to § 1.104 
through § 1.119. Paragraphs (b) and (e) of § 1.550 are amended for 
clarification purposes. Paragraph (e) of § 1.550 clarifies present 
Office practice of requiring, after filing of a request for reexami- 
nation by a third party requester, the service of any document filed 
by either the patent owner or the third party on the other party in 
the reexamination proceeding in the manner provided in § 1.248. 


No comments were received regarding the proposed change to § 
1.550. 


Section 1.770: Section 1.770 is amended by replacement of 
“response” with “reply” in accordance with the change to § 1.111. 


No comments were received regarding the proposed change to § 
1.770. 


Section 1.785: Section 1.785 is amended by replacement of 
“response” with “reply” in accordance with the change to § 1.111. 


No comments were received regarding the proposed change to § 
1.785. 


Section 1.804: Section 1.804(b) is clarified grammatically by 
changing “shall state” to “stating” and is amended to delete the 
requirement that the statement be verified in accordance with the 
change to §§ 1.4(d)(2) and 10.18. 


No comments were received regarding the proposed change to § 
1.804. 


Section 1.805: Section 1.805(c) is amended by deleting “verified” 
in accordance with the change to §§ 1.4(d) and 10.18 and 
removing unnecessary language noting that an attorney or agent 
registered to practice need not verify their statements. 


No comments were received regarding the proposed change to § 
1.805. 


Part 3: Portions of Part 3 are amended to incorporate Part 7, which 
part is removed and reserved. 


No comments were received regarding the proposed change to Part 


Section 3.11: Section 3.11(a) is created for the current subject 
matter and a new paragraph(b) is added citing Executive Order 
9424 of February 18, 1944 (9 FR 1959, 3 CFR 1943-1949 Comp.. 
p. 303) and its requirements that several departments and other 
executive agencies of the Government forward items for record- 
ing. 


Section 3.21: Section 3.21 is amended to replace the reference to 
“§ 1.53(b)(1)” with a reference to “§ 1.53(b)” and to delete the 
reference to “§ 1.62” for consistency with the amendment to § 1.53 
and the deletion of § 1.62. 


Section 3.26: Section 3.26 is amended to remove the requirement 
that an English language translation be verified in accordance with 
the change to §§ 1.4(d)(2) and 10.18. 


Section 3.27: The current subject matter of § 3.27 is designated as 
paragraph (a), and a paragraph (b) is added to cite Executive Order 
9424 and a mailing address therefor. 


Section 3.31: Section 3.31(c) is added to require that: (1) the cover 
sheet must indicate that the document is to be recorded on the 
Governmental Register; (2) the document is to be recorded on the 
Secret Register (if applicable); and (3) the document does not 
affect title (if applicable). 
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Section 3.41: The current subject matter of § 3.41 is designated as 
paragraph (a), and a paragraph (b) is added to specify when no 
recording fee is required for documents required to be filed 
pursuant to Executive Order 9424. 


Section 3.51: Section 3.51 is amended by removing the term 
“certification” as unnecessary in accordance with the change to §§ 
1.4(d)(2) and 10.18. 


Section 3.58: Section 3.58 is added to provide for the maintaining 
of a Department Register to record Government interests required 
by Executive Order 9424 in § 3.58(a). New § 3.58(b) provides that 
the Office maintain a Secret Register to record Government 
interests also required by the Executive Order. 


Section 3.73: Section 3.73(b) is amended to remove the sentence 
requiring an assignee to specifically state that the evidentiary 
documents have been reviewed and to certify that title is in the 
assignee seeking to take action. The sentence is deemed to be 
unnecessary in view of the amendment to §§ 1.4(d) and 10.18. 


Section 3.73 paragraph (b) has also been amended to replace the 
language “assignee of the entire right, title and interest” with 
“assignee.” This change provides for the applicability of the 
paragraph to assignees with a partial interest, such as is often 
encountered in reissue applications. 


Section 3.73(b) is clarified by addition of a reference to an 
example of documentary evidence that can be submitted. 


Part 5: 


No comments were received regarding the proposed change to Part 
3 


Section 5.1: Section 5.1 is amended by removing the current 
subject matter as being duplicative of material in the other sections 
of this part and is replaced by subject matter deleted from § 5.33. 


Section 5.2: Section 5.2(b) is amended by removing the subject 
matter as being duplicative of material in the other sections of this 
part and is replaced with subject matter of the first sentence from 
§ 5.7. Section 5.2 paragraphs (c) and (d) are removed as repetitive 
of material in the other sections of this part. 


Section 5.3: Section 5.3 is amended by replacement of “response” 
with “reply” in accordance with the change to § 1.111. 


Section 5.4: Section 5.4 is amended by removing unnecessary 
subject matter from paragraph (a), eliminating, in paragraph (d), 
the requirement that the petition be verified in accordance with the 
amendment to §§ 1.4(d)(2) and 10.18, and by adding the first and 
second sentences of § 5.8 to § 5.4(d). 


Section 5.5: Section 5.5 is amended by removing unnecessary 
subject matter from paragraph (b) and by replacing current § 5.5(e) 
with subject matter removed from § 5.6(a). 


Section 5.6: Section 5.6 is removed and reserved with the subject 
matter of § 5.6(a) being placed in § 5.5(e). 


Section 5.7: Section 5.7 is removed and reserved with the first 
sentence thereof being placed in § 5.2(b). 


Section 5.8: Section 5.8 is removed and reserved with the subject 
matter from the first and second sentences thereof being placed in 
§ 5.4(d). 


Sections 5.11: Section 5.11, paragraphs (b), (c) and (e), are 
amended to update the references to other parts of the Code of 
Federal Regulations. 


Section 5.12: Section 5.12(b) is amended to clarify that the petition 
fee (§ 1.17(h)) is required only when expedited handling is sought 
for the petition. 


Section 5.13: Section 5.13 is amended by removing the last two 
sentences which are considered to be unnecessary. Section 5.13 is 
also amended to remove the language concerning the requirement 
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for the petition fee (§ 1.17(h)) for expedited handling of a petition 
under § 5.12(b), which is duplicative of the provisions of § 
5.12(b). This amendment does not change current practice. 


Section 5.14: Section 5.14(a) is amended by removing unnecessary 
subject matter and replacing “serial number” with the more 
appropriate designation “application number.” Section 5.14(a) is 
also amended to remove the language concerning the requirement 
for the petition fee (§ 1.17(h)) for expedited handling of a petition 
under § 5.12(b), which is duplicative of the provisions of § 
5.12(b). This amendment does not change current practice. 


Section 5.15: Section 5.15, paragraphs (a), (b), (c), and (e), are 
amended by removing unnecessary subject matter and to update 
the references to other parts of the Code of Federal Regulations. 


Section 5.16: Section 5.16 is removed and reserved as unnecessary. 
Section 5.17: Section 5.17 is removed and reserved as unnecessary. 


Section 5.18: Section 5.18 is amended to update the references to 
other parts of the Code of Federal Regulations. 


Sections 5.19: Sections 5.19(a) and (b) are amended to update the 
references to other parts of the Code of Federal Regulations. 
Section 5.19(c) is removed as unnecessary. 


Section 5.20: Section 5.20 is amended to include only the language 
of former § 5.20(a). 


Section 5.25: Section 5.25(c) is removed as unnecessary. 
Section 5.31: Section 5.31 is removed and reserved as unnecessary. 
Section 5.32: Section 5.32 is removed and reserved as unnecessary. 


Section 5.33: Section 5.33 is removed and reserved and its subject 
matter added to § 5.1. 


Part 7: Part 7 is removed and reserved as the substance thereof is 
incorporated into part 3. 


No comments were received regarding the proposed change to Part 


Part 10: 


Section 10.18: The heading of § 10.18 is amended to read 
“[{slignature and certificate for correspondence filed in the Patent 
and Trademark Office” to reflect that it, as amended, applies to 
correspondence filed by non-practitioners as well as practitioners. 


Section 10.18(a) is amended to provide that for all documents filed 
in the Office in patent, trademark, and other non-patent matters, 
except for correspondence that is required to be signed by the 
applicant or party, each piece of correspondence filed by a 
practitioner in the Patent and Trademark Office must bear a 
signature, personally signed by such practitioner, in compliance 
with § 1.4(d)(1). This amendment is simply a clarification of the 
requirements of former § 10.18(a). 


Section 10.18 is further amended (in § 10.18 paragraphs (b) and 
(c)) to include the changes proposed to § 1.4 paragraphs (d)(2) and 
(d)(3). These changes to 37 CFR Part 10 are to avoid a dual 
standard between 37 CFR Parts | and 10 as to practitioners. In 
addition, by operation of § 1.4(d)(2), the provisions of § 10.18 
paragraphs (b) and (c) are applicable to any party (whether a 
practitioner or non-practitioner) presenting any paper to the Office. 
As any party (whether a practitioner or non-practitioner) present- 
ing any paper to the Office is subject to the provisions of § 10.18 
paragraphs (b) and (c), this change also avoids a dual standard 
between practitioners and non-practitioners as to the certification 
provisions of § 10.18(b) and the sanctions provisions of § 10.18(c). 
The only difference between a practitioner and a non-practitioner 
as to § 10.18 paragraphs (b) and (c) is that a practitioner may also 
be subject to disciplinary action for violations of § 10.18(b) in 
addition to or in lieu of sanctions under § 10.18(c). 





Fesruary 20, 2001 


Section 10.18(b)(1) is specifically amended to provide that, by 
presenting to the Office (whether by signing, filing, submitting, or 
later advocating) any paper, the party presenting such paper 
(whether a practitioner or non-practitioner) is certifying that all 
statements made therein of the party’s own knowledge are true, all 
statements made therein on information and belief are believed to 
be true, and all statements made therein are made with the 
knowledge that whoever, in any matter within the jurisdiction of 
the Patent and Trademark Office, knowingly and willfully falsifies, 
conceals, or covers up by any trick, scheme, or device a material 
fact, or makes any false, fictitious or fraudulent statements or 
representations, or makes or uses any false writing or document 
knowing the same to contain any false, fictitious or fraudulent 
statement or entry, shall be subject to the penalties set forth under 
18 U.S.C. 1001, and that violations of this paragraph may 
jeopardize the validity of the application or document, or the 
validity or enforceability of any patent, trademark registration, or 
certificate resulting therefrom. 


Section 10.18(b)(2) is specifically amended to provide that, by 
presenting to the Office any paper, the party presenting such paper 
(whether a practitioner or non-practitioner) is certifying that to the 
best of the party’s knowledge, information and belief, formed after 
an inquiry reasonable under the circumstances, that: (1) the paper 
is not being presented for any improper purpose, such as to harass 
someone or to cause unnecessary delay or needless increase in the 
cost of prosecution before the Office; (2) the claims and other legal 
contentions therein are warranted by existing law or by a non- 
frivolous argument for the extension, modification, or reversal of 
existing law or the establishment of new law; (3) the allegations 
and ‘other factual contentions have evidentiary support or, if 
specifically so identified, are likely to have evidentiary support 
after a reasonable opportunity for further investigation or discov- 
ery; and (4) the denials of factual contentions are warranted on the 
evidence, or if specifically so identified, are reasonably based on a 
lack of information or belief. 


As discussed supra, the amendments to § 10.18, in combination 
with the amendment to § 1.4(d), will permit the Office to eliminate 


the verification requirement for a number of the rules of practice. 


Section 10.18(c) specifically provides that violations of § 
10.18(b)(1) may jeopardize the validity of the application or 
document, or the validity or enforceability of any patent, trade- 
mark registration, or certificate resulting therefrom, and that 
violations of any of § 10.18 paragraphs (b)(2)(i) through (iv) are, 
after notice and reasonable opportunity to respond, subject to such 
sanctions as deemed appropriate by the Commissioner, or the 
Commissioner’s designee, which may include, but are not limited 
to, any combination of: (1) holding certain facts to have been 
established; (2) returning papers; (3) precluding a party from filing 
a paper, or presenting or contesting an issue; (4) imposing a 
monetary sanction; (5) requiring a terminal disclaimer for the 
period of the delay; or (6) terminating the proceedings in the 
Patent and Trademark Office. With regard to the sanctions enu- 
merated in § 10.18(c), 35 U.S.C. 6(a) provides that “The Com- 
missioner . . . may, subject to the approval of the Secretary of 
Commerce, establish regulations, not inconsistent with law, for the 
conduct of proceedings in the Patem and Trademark Office.” The 
issue of whether the Office is authorized to impose monetary 
sanctions was addressed in the rulemaking entitled “Patent Appeal 
and Interference Practice,” published in the Federal Register at 60 
FR 14488 (March 17, 1995), and in the Official Gazette at 1173 
Off. Gaz. Pat. Office 36 (April 11, 1995). The Commissioner’s 
authority under 35 U.S.C. 6(a) to impose monetary sanctions is 
limited to sanctions which are remedial, and does not extend to 
sanctions that are punitive. Id. at 14494-96, 1173 Off. Gaz. Pat. 
Office at 41-43. An enabling statute (35 U.S.C. 6(a)) alone is not 
the express statutory authorization required for an agency to 
impose penal monetary sanctions. See, e.g., Commissioner v. 
Acker, 361 U.S. 87, 91 (1959); Gold Kist, Inc. v. Department of 
Agriculture, 741 F.2d 344, 348 (11th Cir. 1984). Thus, the line of 
demarcation between permissible and impermissible monetary 
sanctions under 35 U.S.C. 6(a) is that: (1) the imposition of a 
monetary sanction to cover the costs incurred by the Office due to 
the violation of § 10.18(b)(2) is a remedial (and thus permissible) 
sanction; and (2) the imposition of a monetary sanction that has no 
relationship to the costs incurred by the Office due to the violation 
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of § 10.18(b)(2) (e.g., a pre-established or arbitrary fine or penalty) 
is a punitive (and thus impermissible) sanction. See United States 
v. Frame, 885 F.2d 1119, 1142-43 (3rd Cir. 1989) (late payment 
charge no higher than reasonable to cover lost interest and 
administrative costs incurred in the collection effort is a remedial 
sanction, and not a penalty, and, as such, is authorized by 
rulemaking enabling statute), cert. denied, 493 U.S.1094 (1990); 
see also Griffin & Dickson v. United States, 16 Cl. Ct. 347, 356-57 
(1989) (agency has the inherent authority to manage its caseload 
by imposing sanctions including precluding party from presenting 
further evidence, disciplining of representative, or imposing costs 
against the representative or the party in interest). As the Office is 
an entirely fee-funded entity, it is reasonable to impose a monetary 
sanction on a party causing an unnecessary and inordinate expen- 
diture of Office resources to cover the costs incurred by the Office 
due to such action, rather than impose these costs on the Office’s 
customers in general. Nevertheless, the Office has amended 
1.4(d)(2) and § 10.18 with the objective of discouraging the filing 
of frivolous or patently unwarranted correspondence in the Office, 
not to routinely review correspondence for compliance with § 
10.18(b)(2) and impose sanctions under § 10.18(c). Thus, the 
amendment to 1.4(d)(2) and § 10.18 should cause no concern to 
practitioners and pro se applicants engaging in the ordinary course 
of business before the Office. The Office anticipates that sanctions 
under § 10.18(c) will be imposed only in rare situations in which 
such action is necessary for the Office to halt a clear abuse that is 
resulting in a needless and inordinate expenditure of Office 
resources. Where the circumstances of an application or other 
proceeding warrant a determination of whether there has been a 
violation of § 10.18(b), the file or the application or other 
proceeding will be forwarded to the Office of Enrollment and 
Discipline (OED) for a determination of whether there has been a 
violation of § 10.18(b). In the event that OED determines that a 
provision of § 10.18(b) has been violated, the Commissioner, or 
the Commissioner’s designee, will determine what (if any) sanc- 
tion(s) under § 10.18(c) is to be imposed in the application or other 
proceeding. In addition, if OED determines that a provision of § 
10.18(b) has been violated by a practitioner, OED will determine 
whether such practitioner is to be subject to disciplinary action 
(see § 1.4(d)(2) and § 10.18(d)). That is, OED will provide a 
determination of whether there has been a violation of § 10.18(b), 
and if such violation is by a practitioner, whether such practitioner 
is to be subject to disciplinary action; however, OED will not be 
responsible for imposing sanctions under § 10.18(c) in an appli- 
cation or other proceeding. Section 10.18(d) provides that any 
practitioner violating the provisions of this section may also be 
subject to disciplinary action. This paragraph (and the correspond- 
ing provision of § 1.4(d)(2)) clarifies that a practitioner may be 
subject to disciplinary action in lieu of, or in addition to, the 
sanctions set forth in § 10.18(c) for violations of § 10.18. 


Comment 102: A number of comments supported the changes to § 
1.4(d) to make its certification applicable to all papers signed and 
submitted to the Office. 


Response: The Office will adopt the changes to make such a 
certification applicable to all papers filed in the Office, but will do 
so by placing the certification requirement in § 10.18, and 
providing in § 1.4(d) that the presentation of any paper to the 
Office, whether by a practitioner or non-practitioner, constitutes a 
certification under § 10.18. Thus, the presentation of a paper to the 
Office by any person (even a non-practitioner) constitutes a 
certification under § 10.18. 


Comment 103: A number of comments opposed the change to § 
1.4(d) as increasing the burden on persons presenting papers to the 
Office, and, as such, inconsistent with the stated goal of reducing 
the burden on the public. One comment indicated that new burdens 
in § 1.4(d) on signers of papers submitted to the Office include: (1) 
conducting a reasonable inquiry concerning the document to be 
submitted to the Office; (2) not submitting the document to harass 
or seek a needless increase in the cost of prosecution; and (3) 
submitting only documents likely to have evidentiary support after 
a reasonable opportunity for further investigation or discovery. 


Response: The change to §§ 1.4(d) and 10.18 should discourage 
the filing of frivolous papers in the Office, and thus reduce the cost 
to the Office of treating such papers, which cost is ultimately borne 
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by the Office’s customers. Thus, this change to §§ 1.4(d) and 10.18 
will reduce the burden on the public and to the Office’s customers 
in general. There is no reasonable argument as to why a person 
filing a document in the Office should be permitted to avoid the 
“burden” of conducting a reasonable inquiry concerning the 
document to be submitted to the Office, not submitting the 
document to harass or seek a needless increase in the cost of 
prosecution, or submitting only documents likely to have eviden- 
tiary support after a reasonable opportunity fer further investiga- 
tion or discovery. 


Comment 104: Several comments opposed the addition of § 
1.4(d)(2) (now § 10.18(b)(2)) on the basis that the phrase “formed 
after an inquiry reasonable under the circumstances” was too 
vague or was unclear as to how much of an inquiry must be made 
to meet the “reasonable inquiry” requirement. 


Response: The phrase “formed after an inquiry reasonable under 
the circumstances” is taken from Rule 11(b) of the Federal Rules 
of Civil Procedure (Fed. R. Civ. P. 11(b)), which provides that: 


Representations to Court. By presenting to the court (whether by 
signing, filing, submitting, or later advocating) a pleading, written 
motion, or other paper, an attorney or unrepresented party is 
certifying that to the best of the person’s knowledge, information 
and belief, formed after an inquiry reasonable under the circum- 
stances, -- 

(1) it is not being presented for any improper purpose, such as 
to harass or to cause unnecessary delay or needless increase in the 
cost of litigation; 

(2) the claims, defenses, and other legal contentions therein are 
warranted by existing law or by a nonfrivolous argument for the 
extension, modification, or reversal of existing law or the estab- 
lishment of new law; 

(3) the allegations and other factual contentions have eviden- 
tiary support or, if specifically so identified, are likely to have 
evidentiary support after a reasonable opportunity for further 
investigation or discovery; and 

(4) the denials of factual contentions are warranted on the 
evidence or, if specifically so identified, are reasonably based on a 
lack of information or belief. 


See Fed. R. Civ. P. 11(b)(1993). 


Section 10.18(b)(2) tracks the language of Fed. R. Civ. P. 
11(b)( 1993) to avoid confusion as to what certifications a signature 
entails. The advisory committee notes to Fed. R. Civ. P.11(b) 
provide further information on the “inquiry reasonable under the 
circumstances” requirement. See Amendments to the Federal Rules 
of Civil Procedure at 50-53 (1993), reprinted in 146 F.R.D. 401, 
584-87. The “inquiry reasonable under the circumstances” require- 
ment of § 10.18(b)(2) is identical to that in Fed. R. Civ. P. 11(b). 
The Federal courts have stated in regard to the “reasonable 
inquiry” requirement of Fed. R. Civ. P. 11: 


In requiring reasonable inquiry before the filing of any pleading in 
a civil case in federal district court, Rule 11 demands “an objective 
determination of whether a sanctioned party’s conduct was rea- 
sonable under the circumstances.” In effect it imposes a negligence 
standard, for negligence is a failure to use reasonable care. The 
equation between negligence and the failure to conduct a reason- 


able precomplaint inquiry is . . . that “the amount of investigation 
required by Rule 11 depends on both the time available to 
investigate and on the probability that more investigation will turn 
up important evidence; the Rule does not require steps that are not 
cost-justified.” 


Hays v. Sony Electronics, 847 F.2d 412, 418, 7 USPQ2d 1043, 
1048 (7th. Cir. 1988) (citations omitted) (decided prior to the 1993 
amendment to Fed. R. Civ. P. 11, but discussing a “reasonable 
under the circumstances” standard). 


Comment 105: One comment opposed the change in § 1.4(d) to 
import the verification requirement into any papers signed and 
submitted to the Office, on the basis that the presence of a 
verification actually on the paper signed and submitted to the 
Office would cause the signer to carefully consider what is being 
signed and submitted to the Office. 
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Response: A separate verification requirement for certain papers 
results in delays during the examination of an application when 
such verification is omitted. The Office is convinced that people 
are inclined to either not make false, misleading or inaccurate 
Statements in documents they sign, or are not deterred from 
making such statements by the presence of a verification clause in 
the document. The benefit obtained in the rare instance in which a 
person otherwise inclined to make a false, misleading or inaccurate 
statement is persuaded not to do so by averification clause simply 
does not outweigh the benefit obtained by the elimination of the 
delay that results from the requirement for such a verification 
clause. 


Comment 106: One comment opposed the change to § 1.4(d) (now 
§ 10.18(b)(2)) on the basis that “reasonable inquiry” requirement 
therein will expose a practitioner to malpractice liability. 


Response: Legal malpractice is not an issue of Federal patent (or 
trademark) law, but of common law sounding in tort. See Voight v. 
Kraft, 342 F. Supp 821, 822, 174 USPQ 294,295 (D. Idaho 1972). 
Section 10.18(b)(2) does not affect the duty (or create a new duty) 
on the part of a practitioner to his or her client vis-a-vis the 
submission of papers to the Office. 


The party’s duties under § 10.18 are not to one’s own clients; it is 
to the public in general, other parties before the Office (the 
examination of whose applications are delayed while the Office is, 
and whose fees must be applied to the cost of, responding to 
frivolous papers), and to the Office. Cf Mars Steel Corp. v. 
Continental Bank, 880 F.2d 928, 932 (7th. Cir.1989) (just as tort 
law creates duties to one’s client, Fed. R. Civ. P. 11 creates a duty 
to one’s adversary, other litigants in the courts’s queue, and the 
court itself); Hays, 847 F.2d at 418, 7USPQ2d at 1049 (same). 


Comment 107: One comment indicated that the requirements in § 
1.4(d)(2) (now § 10.18(b)(2)) may be onerous as to persons not 
registered to practice before the Office. Another comment opposed 
this change on the basis that it would create new issues during 
litigation, in that few non-lawyers have enough legal knowledge to 
accurately verify that the documents they sign are consistent with 
the law. The comment suggested that § 1.4(d)(2) simply be 
amended to include the verification statement from § 1.68. 


Response: There is no reasonable argument as to why the 
certification for papers submitted to the Office should be any less 
than the certification required under Fed. R. Civ. P. 11(b) for 
papers filed in the Federal courts. The Federal Rules of Civil 
Procedure do not permit a pro se litigant to avoid the requirements 
of Fed. R. Civ. P. 11(b) (“By presenting . . . an attorney or 
unrepresented party is certifying . . . .” (emphasis added)). It is, 
however, appropriate to take account of the special circumstances 
of pro se applicants in determining whether sanctions under § 
10.18{c) are appropriate. See advisory committee notes to Fed. R. 
Civ. P. 11 (1983), reprinted in 97 F.R.D. 165, 198-99 (1983) 
(“Although the standard is the same for unrepresented parties, who 
are obligated themselves to sign the [papers], the court has 
sufficient discretion to take account of the special circumstances 
that often arise in pro se situations”). 


The Office expects that pro se applicants will often submit 
arguments that evidence little, if any, appreciation of the applicable 
law or procedure. The Office is not adopting §§ 1.4(d)(2) and 
10.18(b) and (c) for the purpose of imposing, and does not intend 
to impose, sanctions on pro se applicants in situations in which 
they simply submit arguments lacking an appreciation of the 
applicable law or procedure. See Finch v. Hughes Aircraft Co., 926 
F.2d 1574, 1582,17 USPQ2d 1914, 1921 (Fed. Cir. 1991)(“courts 
are particularly cautious about imposing sanctions on a pro se 
litigant, whose improper conduct may be attributed to ignorance of 
the law and proper procedures”); see also Hornback y. U.S., 40 
USPQ2d 1694, 1697 (Cl. Ct. 1996) (pro se without legal training 
is not held to the same standard as trained counsel). 


Where, however, a pro se applicant engages in a course of conduct 
that any reasonable person should have known was improper, and 
which causes a needless and inordinate expenditure of Office 
resources, such conduct may result in the imposition of sanctions 
on the pro se applicant. The Federal courts have subjected pro se 
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litigants to sanctions for: (1) taking or persisting in actions that 
even a non-lawyer should have known were frivolous; (2) taking 
or persisting in actions that, after engaging in a sufficient course of 
litigation, the pro se litigant should have known were frivolous; or 
(3) taking or persisting in actions after having been warned by the 
court that such actions were frivolous. See Constant v. U.S., 929 
F.2d 654,658, 18 USPQ2d 1298, 1301 (Fed. Cir.), cert. denied, 501 
U.S. 1206 (1991); Finch, 926F.2d at 1582-83, 17 USPQ2d at 1921; 
U.S. ex rel. Taylor v. Times Herald Record, 22 USPQ2d 1716, 1718 
(S.D.N.Y. 1992), aff'd, 990 F.3d 623 (2d Cir. 1993)(table). 


Comment 108: One comment argued that the change to § 1.4(d) 
would be particularly difficult to apply in the context of provisional 
applications. 


Response: The patent statute and rules of practice do not require 
any papers other than a disclosure (with or without claims) and a 
cover sheet for a provisional application (e.g., an applicant need 
and should not submit legal arguments or other contentions with a 
provisional application). Thus, it is highly unlikely that the filing 
of a provisional application will result in a violation of § 10.18(b). 


Comment 109: One comment opposed the change to § 1.4(d) on 
the basis that it was not clear whether a practitioner has an 
obligation in the case of a submission of a statement off acts to 
inform the party making the statement (or the client) of this 
certification effect, and the sanctions applicable to noncompliance. 
Another comment indicated that practitioners will now be placed 
under the obligation of questioning their clients each time they are 
given information or instructions. 


Response: The submission by an applicant of misleading or 
inaccurate statements of facts during the prosecution of applica- 
tions for patent has resulted in the patents issuing on such 
applications being held unenforceable. See, e.g., Refac Interna- 
tional Ltd. v. Lotus Development Corp., 81 F.3d 1576, 38 USPQ2d 
1665 (Fed. Cir. 1996); Paragon Podiatry Laboratory, Inc. v. KLM 
Laboratories, Inc., 984 F.2d 1182, 25 USPQ2d 1561 (Fed. Cir 
1993); Rohm and Haas Corp. v. Crystal Chemical Co., 722 F.2d 
1556, 200 USPQ 289 (Fed. Cir. 1983), cert. denied, 469 U.S. 851 
(1984); Ott v. Goodpasture, 40 USPQ2d 1831 (D.N. Tex. 1996); 
Herman y. William Brooks Shoe Co., 39 USPQ2d 1773 (S.D. N-Y. 
1996); Golden Valley Microwave Food Inc. v. Weaver Popcorn 
Co., 837 F. Supp. 1444, 24USPQ2d 1801 (N.D. Ind. 1992), aff'd, 
11 F.3d 1072 (Fed. Cir. 1993) (table), cert. denied, 511 U.S. 1128 
(1994). Likewise, false statements by a practitioner in a paper 
submitted to the Office during the prosecution of an application for 
patent has resulted in the patent issuing on such application also 
being held unenforceable. See General Electro Music Corp. v. 
Samick Music Corp., 19 F.3d 1405, 30 USPQ2d 1149 (Fed. Cir. 
1994) (false statement in a petition to make an application special 
constitutes inequitable conduct, and renders the patent issuing on 
such application unenforceable). In addition, the failure to exercise 
due care in ascertaining the accuracy of the statements in a 
certification submitted to the Office has also resulted in a patent 
being held invalid. See DH Technology, 937 F. Supp. at 910; 
40USPQ2d at 1761. 


For the above-stated reasons, it is highly advisable for a practitio- 
ner to advise a client or third party that any information so 
provided must be reliable and not misleading, regardless of this 
amendment to §§ 1.4(d)(2) and 10.18. Nevertheless, §§ 1.4(d)(2) 
and 10.18 as adopted do not require a practitioner to advise the 
client (or third party) providing information of this certification 
effect (or the sanctions applicable to noncompliance), or question 
the client (or third party) when such information or instructions are 
provided. When a practitioner is submitting information (e.g., a 
statement of fact) from the applicant or a third party, or relying in 
arguments upon information from the applicant or a third party, the 
Office will consider a practitioner’s “inquiry reasonable under the 
circumstances” duty under § 10.18 met so long as the practitioner 
has no knowledge of information that is contrary to the informa- 
tion provided by the applicant or third party or would otherwise 
indicate that the information provided by the applicant or third 
party was so provided for the purpose of a violation of § 10.18 
(e.g., Was submitted to cause unnecessary delay). 
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An applicant has no duty to conduct a prior art search as a 
prerequisite to filing an application for patent. See Nordberg, Inc. 
v. Telsmith, Inc., 82 F.3d 394, 397, 38 USPQ2d 1593, 1595-96 
(Fed. Cir. 1996); FMC Corp. v. Hennessy Indus., Inc., 836 F.2d 
521, 526 n.6, 5 USPQ2d 1272, 1275-76 n.6 (Fed. Cir. 1987); FMC 
Corp. v. Manitowoc Co., Inc., 835 F.2d 1411, 1415, 5 USPQ2d 
1112, 1115 (Fed. Cir. 1987); American Hoist & Derrick Co. v. 
Sowa & Sons, Inc., 725 F.2d 1350, 1362, 220 USPQ 763, 772 (Fed. 
Cir.), cert. denied, 469 U.S. 821, 224 USPQ 520 (1984). The 
“inquiry reasonable under the circumstances”requirement of § 
10.18 does not create any new duty on the part of an applicant for 
patent to conduct a prior art search. See MPEP 609; cf. Judin v. 
United States, 110 F.3d 780, 42 USPQ2d 1300 (Fed. Cir 1997) (the 
failure to obtain and examine the accused infringing device prior 
to bringing a civil action for infringement violates the 1983 
version of Fed. R. Civ. P.11). The “inquiry reasonable under the 
circumstances” requirement of § 10.18, however, will require an 
inquiry into the underlying facts and circumstances when a 
practitioner provides conclusive statements to the Office (e.g., a 
statement that the entire delay in filing the required reply from the 
due date for the reply until the filing of a grantable petition 
pursuant to § 1.137(b) was unintentional). 


Section 10.23: Section 10.23 is amended to change the phrase 
“knowingly signing” to “signing.” This amendment to § 10.23 is 
for consistency with § 10.18, which contains no “knowingly” 
provision or requirement. 


Review Under the Paperwork Reduction Act of 1995. 


This Final Rule contains information collection requirements 
which are subject to review by the Office of Management and 
Budget (OMB) under the Paperwork Reduction Act of 1995 (44 
U.S.C. 3501 et seq.). The principal impact of this Final Rule is: (1) 
elimination of unnecessary rules of practice; (2) simplification or 
elimination of certain requirements of the rules of practice; (3) 
rearrangement of certain rules to improve their context; and (4) 
clarification of the requirements of the rules of practice. 


The title, description and respondent description of each of the 
information collections are shown below with an estimate of each 
of the annual reporting burdens. The collections of information in 
this Final Rule have been reviewed and approved by OMB under 
the following control numbers: 0651-0016, 0651-0021, 0651- 
0022, 0651-0027, 0651-0031, 0651-0032, 0651-0033, 0651-0034, 
0651-0035, and 0651-0037. Included in each estimate is the time 
for reviewing instructions, gathering and maintaining the data 
needed, and completing and reviewing the collection of informa- 
tion. 


Notwithstanding any other provision of law, no person is required 
to respond to nor shall a person be subject to a penalty for failure 
to comply with a collection of information subject to the require- 
ments of the Paperwork Reduction Act unless that collection of 
information displays a currently valid OMB control number. 


OMB Number: 0651-0016. 

Title: Rules for Patent Maintenance Fees. 

Form Numbers: PTO/SB/45/46/47/65/66. 

Type of Review: Approved through July of 1999. 

Affected Public: Individuals or Households, Business or Other 
For-Profit, Not-for-Profit Institutions and Federal Government. 

Estimated Number of Respondents: 273,800. 

Estimated Time Per Response: 0.08 hour. 

Estimated Total Annual Burden Hours: 22,640 hours. 

Needs and Uses: Maintenance fees are required to maintain a 
patent, except for design or plant patents, in force under 35 U.S.C. 
41(b). Payment of maintenance fees are required at 3 1/2, 7 1/2 and 
11 1/2 years after the grant of the patent. A patent number and 
application number of the patent on which maintenance fees are 
paid are required in order to ensure proper crediting of such 
payments. 


OMB Number: 0651-0021. 

Title: Patent Cooperation Treaty. 

Form Numbers: PCT/RO/101, ANNEX/134/144, PTO-1382, 
PCT/APEA/401, PCT/IB/328. 

Type of Review: Approved through May of 2000. 
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Affected Public: Individuals or Households, Business or Other 
For-Profit, Federal Agencies or Employees, Not-for-Profit Institu- 
tions, Small Businesses or Organizations. 

Estimated Number of Respondents: 102,950. 

Estimated Time Per Response: 0.9538 hour. 

Estimated Total Annual Burden Hours: 98,195 hours. 

Needs and Uses: The information collected is required by the 
Patent CooperationTreaty (PCT). The general purpose of the PCT 
is to simplify the filing of patent applications on the same 
invention in different countries. It provides for a centralized filing 
procedure anda standardized application format. 


OMB Number: 0651-0022. 

Title: Deposit of Biological Materials for Patent Purposes. 

Form Numbers: None. 

Type of Review: Approved through December of 1997. 

Affected Public: Individuals or Households, State or Local 
Governments, Farms, Business or Other For-Profit, Federal Agen- 
cies or Employees, Not-for-Profit Institutions, Small Businesses or 
Organizations. 

Estimated Number of Respondents: 3,325. 

Estimated Time Per Response: 1.0 hour. 

Estimated Total Annual Burden Hours: 3,325 hours. 

Needs and Uses: Information on depositing of biological mate- 
rials in depositories is required for (1) Office determination of 
compliance with the patent statute where the invention sought to 
be patented relies on biological material subject to deposit require- 
ment, which includes notifying interested members of the public 
where to obtain samples of deposits, and (2) depositories desiring 
to be recognized as suitable by the Office. 


OMB Number: 0651-0027. 

Title: Changes in Patent and Trademark Assignment Practices. 

Form Numbers: PTO-1618 and PTO-1619, PTO/SB/15/41. 

Type of Review: Approved through September of 1998. 

Affected Public: Individuals or Households and Businesses or 
Other For-Profit. 

Estimated Number of Respondents: 170,000. 

Estimated Time Per Response: 0.57 hour. 

Estimated Total Annual Burden Hours: 97,000 hours. 

Needs and Uses: The Office records about 170,000 assignments 
or documents related to ownership of patent and trademark cases 
each year. The Office requires a cover sheet to expedite the 
processing of these documents and to ensure that they are properly 
recorded. 


OMB Number: 0651-0031. 

Title: Patent Processing (Updating). 

Form Numbers: PTO/SB/08-12/21-26/31/32/42/43/61-64/67- 
69/9 1-93/96/97. 

Type of Review: Approved through October of 1999. 

Affected Public: Individuals or Households, Business or Other 
For-Profit Institutions, Not-for-Profit Institutions and Federal Gov- 
ernment. 

Estimated Number of Respondents: 1,690,690. 

Estimated Time Per Response: 0.361 hours. 

Estimated Total Annual Burden Hours: 644,844 hours. 

Needs and Uses: During the processing for an application for a 
patent, the applicant/agent may be required or desire to submit 
additional information to the Office concerning the examination of 
a specific application. The specific information required or which 
may be submitted includes: Information Disclosure Statements; 
Terminal Disclaimers; Petitions to Revive; Express Abandon- 
ments; Appeal Notices; Small Entity; Petitions for Access; Powers 
to Inspect; Certificates of Mailing; Certificates under 3.73(b); 
Amendments, Petitions and their Transmittal Letters; and Deposit 
Account Order Forms. 


OMB Number: 0651-0032. 

Title: Initial Patent Application. 

Form Number: PTO/SB/01-07/17-20/101-109. 

Type of Review: Approved through September of 1998. 

Affected Public: Individuals or Households, Business or Other 
For-Profit, Not-for-Profit Institutions and Federal Government. 

Estimated Number of Respondents: 243,100. 

Estimated Time Per Response: 7.88 hours. 

Estimated Total Annual Burden Hours: 1,915,500 hours. 
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Needs and Uses: The purpose of this information collection is to 
permit the Office to determine whether an application meets the 
criteria set forth in the patent statute and regulations. The standard 
Fee Transmittal form, New Utility Patent Application Transmittal- 
form, New Design Patent Application Transmittal form, New Plant 
Patent Application Transmittal form, Plant Color Coding Sheet, 
Declaration, and Plant Patent Application Declaration will assist 
applicants in complying with the requirements of the patent statute 
and regulations, and will further assist the Office in processing and 
examination of the application. 


OMB Number: 0651-0033. 

Title: Post Allowance and Refiling. 

Form Numbers: PTO/SB/13/14/44/S0-57; PTOL-85b. 

Type of Review: Approved through June of 1999. 

Affected Public: Individuals or Households, Business or Other 
For-Profit, Not-for-Profit Institutions and Federal Government. 

Estimated Number of Respondents: 135,190. 

Estimated Time Per Response: 0.325 hour. 

Estimated Total Annual Burden Hours: 43,893 hours. 

Needs and Uses: This collection of information is required to 
administer the patent laws pursuant to title 35, U.S.C., concerning 
the issuance of patents and related actions including correcting 
errors in printed patents, refiling of patent applications, requesting 
reexamination of a patent, and requesting a reissue patent to 
correct an error in a patent. The affected public includes any 
individual or institution whose application for a patent has been 
allowed or who takes action as covered by the applicable rules. 


OMB Number: 0651-0034. 

Title: Secrecy/License to Export. 

Form Numbers: None. 

Type of Review: Approved through January of 1998. 

Affected Public: Individuals or Households, Business or Other 
For-Profit, Not-for-Profit Institutions and Federal Government. 

Estimated Number of Respondents: 2,156. 

Estimated Time Per Response: 0.5 hour. 

Estimated Total Annual Burden Hours: 1,129 hours. 

Needs and Uses: In the interest of national security, patent laws 
and regulations place certain limitations on the disclosure of 
information contained in patents and patent applications and on the 
filing of applications for patent in foreign countries. 


OMB Number: 0651-0035. 

Title: Address-Affecting Provisions. 

Form Numbers: PTO/SB/82/83. 

Type of Review: Approved through June of 1999. 

Affected Public: Individuals or Households, Business or Other 
For-Profit, Not-for-Profit Institutions and Federal Government. 

Estimated Number of Respondents: 44,850. 

Estimated Time Per Response: 0.2 hour. 

Estimated Total Annual Burden Hours: 8,970 hours. 

Needs and Uses: Under existing law, a patent applicant or 
assignee may appoint, revoke or change a representative to act in 
a representative capacity. Also, an appointed representative may 
withdraw from acting in a representative capacity. This collection 
includes the information needed to ensure that Office correspon- 
dence reaches the appropriate individual. 


OMB Number: 0651-0037. 

Title: Provisional Applications. 

Form Numbers: PTO/SB/16. 

Type of Review: Approved through January of 1998. 

Affected Public: Individuals or Households, Business or Other 
For-Profit, Not-for-Profit Institutions and Federal Government. 

Estimated Number of Respondents: 6,000. 

Estimated Time Per Response: 0.2 hour. 

Estimated Total Annual Burden Hours: 1,200 hours. 

Needs and Uses: The information included on the provisional 
application cover sheet is needed by the Office to identify the 
submission as a provisional application and not some other kind of 
submission, to promptly and properly process the provisional 
application, to prepare the provisional application filing receipt 
which is sent to the applicant, and to identify those provisional 
applications which must be reviewed by the Office for foreign 
filing licenses. 
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As required by the Paperwork Reduction Act of 1995 (44 U.S.C. 
3507(d)), the Office has submitted a copy of this Final Rule to 
OMB for its review of these information collections. Interested 
persons are requested to send comments regarding these informa- 
tion collections, including suggestions for reducing this burden, to 
the Office of Information and Regulatory Affairs of OMB, New 
Executive Office Bldg., 725 17th St. NW, rm. 10235, Washington, 
DC 20503, Attn: Desk Officer for the Patent and Trademark Office. 
Other Considerations. This Final Rule is in conformity with the 
requirements of the Regulatory Flexibility Act (5 U.S.C. 601 et 
seq.), Executive Order 12612 (October 26, 1987), and the Paper- 
work Reduction Act of 1995 (44 U.S.C. 3501 et seq.). It has been 
determined that this rulemaking is not significant for the purposes 
of Executive Order 12866 (September 30, 1993). 


The Assistant General Counsel for Legislation and Regulation of 
the Department of Commerce has certified to the Chief Counsel 
for Advocacy, Smal! Business Administration that this Final Rule 
would not have a significant impact on a substantial number of 
small entities (Regulatory Flexibility Act, 5 U.S.C. 605(b)). The 
principal impact of this Final Rule is: (1) elimination of unneces- 
sary rules of practice; (2) simplification or elimination of certain 
requirements of the rules of practice; (3) rearrangement of certain 
rules to improve their context; and (4) clarification of the require- 
ments of the rules of practice. 


The Office has determined that this Final Rule has no Federalism 
implications affecting the relationship between the National Gov- 
ernment and the States as outlined in Executive Order 12612. 


List of Subjects 


37 CFR Part | 

Administrative practice and procedure, Courts, Freedom of Infor- 
mation, Inventions and patents, Reporting and record keeping 
requirements, Small Businesses. 


37 CFR Part 3 

Administrative practice and procedure, Inventions and patents, 
Reporting and record keeping requirements. 

37 CFR Part 5 

Classified information, foreign relations, inventions and patents. 


37 CFR Part 7 
Administrative practice and procedure, Inventions and patents, 
Reporting and record keeping requirements. 


37 CFR Part 10 
Administrative practice and procedure, Inventions and patents, 
Lawyers, Reporting and record keeping requirements. 


and 10 are amended as follows: 
PART 1 - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part | continues to read as 
follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.4 is amended by revising paragraph (d) and by adding 
paragraph (g) to read as follows: 


§ 1.4 Nature of correspondence and signature requirements. 


*e RE * 


(d)(1) Each piece of correspondence, except as provided in 
paragraphs (e) and (f) of this section, filed in a patent or trademark 
application, reexamination proceeding, patent or trademark inter- 
ference proceeding, patent file or trademark registration file, 
trademark opposition proceeding, trademark cancellation proceed- 
ing, or trademark concurrent use proceeding, which requires a 
person’s signature, must either: 


(i) Be an original, that is, have an original signature personally 
signed in permanent ink by that person; or 
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(ii) Be a direct or indirect copy, such as a photocopy or facsimile 
transmission(§ 1.6(d)), of an original. In the event that a copy of 
the original is filed, the original should be retained as evidence of 
authenticity. If a question of authenticity arises, the Patent and 
Trademark Office may require submission of the original. 


(2) The presentation to the Office (whether by signing, fiiing, 
submitting, or later advocating) of any paper by a party, whether a 
practitioner or non-practitioner, constitutes a certification under § 
10.18(b) of this chapter. Violations of § 10.18(b)(2) of this chapter 
by a party, whether a practitioner or non-practitioner, may result in 
the imposition of sanctions under § 10.18(c) of this chapter. Any 
practitioner violating § 10.18(b) may also be subject to disciplin- 
ary action. See §§ 10.18(d) and 10.23(c)(15). 


xe KK * 


(g) An applicant who has not made of record a registered 
attorney or agent may be required to state whether assistance was 
received in the preparation or prosecution of the patent application, 
for which any compensation or consideration was given or 
charged, and if so, to disclose the name or names of the person or 
persons providing such assistance. Assistance includes the prepa- 
ration for the applicant of the specification and amendments or 
other papers to be filed in the Patent and Trademark Office, as well 
as other assistance in such matters, but does not include merely 
making drawings by draftsmen or stenographic services in typing 
papers. 


3. Section 1.6 is amended by revising paragraphs (d)(3), (d)(6), 
and (e) and adding paragraph (f) to read as follows: 


§ 1.6 Receipt of correspondence. 


ke K KE 
@*?* 


(3) Correspondence which cannot receive the benefit of the 
certificate of mailing or transmission as specified in § 
1.8(a)(2)G)(A) through (D) and (F), § 1.8(a)(2)(ii(A), and § 
1.8(a)(2)(iii)(A), except that a continued prosecution application 
under§ 1.53(d) may be transmitted to the Office by facsimile: 


*x** * 


(6) Correspondence to be filed in a patent application subject to 
a secrecy order under §§ 5.1 through 5.5 of this chapter and 
directly related to the secrecy order content of the application; 


ke KES 


(e) Interruptions in U.S. Postal Service. If interruptions or 
emergencies in the United States Postal Service which have been 
so designated by the Commissioner occur, the Patent and Trade- 
mark Office will consider as filed on a particular date in the Office 
any correspondence which is: 


(1) Promptly filed after the ending of the designated interruption 
or emergency: and 


(2) Accompanied by a statement indicating that such correspon- 
dence would have been filed on that particular date if it were not 
tor the designated interruption or emergency in the United States 
Postal Service. 


(f) Facsimile transmission of a patent application under § 
1.53(d). In the event that the Office has no evidence of receipt of 
an application under § 1.53(d) (a continued prosecution applica- 
tion) transmitted to the Office by facsimile transmission, the party 
who transmitted the application under § 1.53(d) may petition the 
Commissioner to accord the application under § 1.53(d) a filing 
date as of the date the application under § 1.53(d) is shown to have 
been transmitted to and received in the Office, 


(1) Provided that the party who transmitted such application 
under § 1.53(d): 
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(i) Informs the Office of the previous transmission of the 
application under § 1.53(d) promptly after becoming aware that 
the Office has no evidence of receipt of the application under § 
1.53(d); 


(ii) Supplies an additional copy of the previously transmitted 
application under § 1.53(d); and 


(iii) Includes a statement which attests on a personal knowledge 
basis or to the satisfaction of the Commissioner to the previous 
transmission of the application under § 1.53(d) and is accompanied 
by a copy of the sending unit’s report confirming transmission of 
the application under § 1.53(d) or evidence that came into being 
after the complete transmission and within one business day of the 
complete transmission of the application under § 1.53(d). 


(2) The Office may require additional evidence to determine if 
the application under § 1.53(d) was transmitted to and received in 
the Office on the date in question. 


4. Section 1.8 is amended by revising paragraphs (a)(2)(i)(A) and 
(b) to read as follows: 


§ 1.8 Certificate of mailing or transmission. 
( a) ** * 
(2) *** * 


j*** 


(A) The filing of a national patent application specification and 
drawing or other correspondence for the purpose of obtaining an 
application filing date, including a request for a continued pros- 
ecution application under § 1.53(d); 


kek KK * 


(b) In the event that correspondence is considered timely filed 
by being mailed or transmitted in accordance with paragraph (a) of 
this section, but not received in the Patent and Trademark Office, 
and the application is held to be abandoned or the proceeding is 
dismissed, terminated, or decided with prejudice, the correspon- 
dence will be considered timely if the party who forwarded such 
correspondence: 


(1) Informs the Office of the previous mailing or transmission of 
the correspondence promptly after becoming aware that the Office 
has no evidence of receipt of the correspondence; 


(2) Supplies an additional copy of the previously mailed or 
transmitted correspondence and certificate; and 


(3) Includes a statement which attests on a personal knowledge 
basis or to the satisfaction of the Commissioner to the previous 
timely mailing or transmission. If the correspondence was sent by 
facsimile transmission, a copy of the sending unit’s report con- 
firming transmission may be used to support this statement. 


** &£** 


5. Section 1.9 is amended by revising paragraphs (d) and (f) to read 
as follows: 


§ 1.9 Definitions. 


*_***e# * * 


(d) A small business concern as used in this chapter means any 
business concern meeting the size standards set forth in 13 CFR 
Part 121 to be eligible for reduced patent fees. Questions related to 
size standards for a small business concern may be directed to: 
Small Business Administration, Size Standards Staff, 409 Third 
Street, SW, Washington, DC 20416. 


*e RE * 
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(f) A small entity as used in this chapter means an independent 
inventor, a small business concern, or a non-profit organization 
eligible for reduced patent fees. 


ee KK 


6. Section 1.10 is amended by revising paragraphs (d) and (e) to 
read as follows: 


§ 1.10 Filing of correspondence by “Express Mail.” 


AeKK KH 


(d) Any person filing correspondence under this section that was 
received by the Office and delivered by the “Express Mail Post 
Office to Addressee” service of the USPS, who can show that the 
“date-in” on the “Express Mail” mailing label or other official 
notation entered by the USPS was incorrectly entered or omitted 
by the USPS, may petition the Commissioner to accord the 
correspondence a filing date as of the date the correspondence is 
shown to have been deposited with the USPS, provided that: 


(1) The petition is filed promptly after the person becomes 
aware that the Office has accorded, or will accord, a filing date 
based upon an incorrect entry by the USPS; 


(2) The number of the “Express Mail” mailing label was placed 
on the paper(s) orfee(s) that constitute the correspondence prior to 
the original mailing by “Express Mail”; and 


(3) The petition includes a showing which establishes, to the 
satisfaction of the Commissioner, that the requested filing date was 
the date the correspondence was deposited in the “Express Mail 
Post Office to Addressee” service prior to the last scheduled pickup 
for that day. Any showing pursuant to this paragraph must be 
corroborated by evidence from the USPS or that came into being 
after deposit and within one business day of the deposit of the 
correspondence in the “Express Mail Post Office to Addressee” 
service of the USPS. 


(e) Any person mailing correspondence addressed as set out in 
§ 1.1(a) to the Office with sufficient postage utilizing the “Express 
Mail Post Office to Addressee” service of the USPS but not 
received by the Office, may petition the Commissioner to consider 
such correspondence filed in the Office on the USPS deposit date, 
provided that: 


(1) The petition is filed promptly after the person becomes 
aware that the Office has no evidence of receipt of the correspon- 
dence; 


(2) The number of the “Express Mail” mailing label was placed 
on the paper(s) or fee(s) that constitute the correspondence prior to 
the original mailing by “Express Mail”; 


(3) The petition includes a copy of the originally deposited 
paper(s) or fee(s) that constitute the correspondence showing the 
number of the “Express Mail” mailing label thereon, a copy of any 
returned postcard receipt, a copy of the “Express Mail” mailing 
label showing the “date-in,” a copy of any other official notation 
by the USPS relied upon to show the date of deposit, and, if the 
requested filing date is a date other than the “date-in” on the 
“Express Mail” mailing label or other official notation entered by 
the USPS, a showing pursuant to paragraph (d)(3) of this section 
that the requested filing date was the date the correspondence was 
deposited in the “Express Mail Post Office to Addressee” service 
prior to the last scheduled pickup for that day; and 


(4) The petition includes a statement which establishes, to the 
satisfaction of the Commissioner, the original deposit of the 
correspondence and that the copies of the correspondence, the 
copy of the “Express Mail” mailing label, the copy of any returned 
postcard receipt, and any official notation entered by the USPS are 
true copies of the originally mailed correspondence, original 
“Express Mail” mailing label, returned postcard receipt, and 
official notation entered by the USPS. 


keke KK 
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7. Section 1.11 is amended by revising paragraph (b) to read as 
follows: 


§ 1.11 Files open to the public. 


xe KK * 


(b) All reissue applications, all applications in which the Office 
has accepted a request to open the complete application to 
inspection by the public, and related papers in the application file, 
are open to inspection by the public, and copies may be furnished 
upon paying the fee therefor. The filing of reissue applications, 
other than continued prosecution applications under § 1.53(d) of 
reissue applications, will be announced in the Official Gazette. The 
announcement shall include at least the filing date, reissue appli- 
cation and original patent numbers, title, class and subclass, name 
of the inventor, name of the owner of record, name of the attorney 
or agent of record, and examining group to which the reissue 
application is assigned. 


xe eK K 


8. Section 1.14 is amended by revising paragraph (a) and adding a 
new paragraph (f) to read as follows: 


§ 1.14 Patent applications preserved in confidence. 


(a) Patent applications are generally preserved in confidence 
pursuant to 35 U.S.C. 122. No information will be given concern- 
ing the filing, pendency, or subject matter of any application for 
patent, and no access will be given to, or copies furnished of, any 
applicationor papers relating thereto, except as set forth in this 
section. 


(1) Status information includes information such as whether the 
application is pending, abandoned, or patented, as well as the 
application number and filing date (or international filing date or 
date of entry into the national stage). 


(i) Status information concerning an application may be sup- 
plied: 


(A) When copies of, or access to, the application may be 
provided pursuant to paragraph (a)(3) of this section; 


(B) When the application is identified by application number or 
serial number and filing date in a published patent document or in 
a U.S. application open to public inspection; or 


(C) When the application is the national stage of an international 
application in which the United States of America has been 
indicated as a Designated State. 


(ii) Status information concerning an application may also be 
supplied when the application claims the benefit of the filing date 
of an application for which status information may be provided 
pursuant to paragraph (a)(1)(i) of this section. 


(2) Copies of an application-as-filed may be provided to any 
person, upon written request accompanied by the fee set forth in 
1.19(b)(1), without notice to the applicant, if the application is 
incorporated by reference in a U.S. patent. 


(3) Copies of (upon payment of the fee set forth in § 1.19(b)(2)), 
and access to, an application file wrapper and contents may be 
provided to any person, upon written request, without notice to the 
applicant, when the application file is available and: 


(i) It has been determined by the Commissioner to be necessary 
for the proper conduct of business before the Office or warranted 
by other special circumstances; 


(ii) The application is open to the public as provided in § 
1.11(b); 


(iii) Written authority in that application from the applicant, the 
assignee of the application, or the attorney or agent of record has 
been granted; or 
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(iv) The application is abandoned, but not if the application is in 
the file jacket of a pending application under § 1.53(d), and is: 


(A) Referred to in a U.S. patent; 
(B) Referred to in a U.S. application open to public inspection; 


(C) An application which claims the benefit of the filing date of 
a U.S. application open to public inspection; or 


(D) An application in which the applicant has filed an authori- 
zation to lay open the complete application to the public. 


*e kK * 


(f) Information as to the filing of an application will be 
published in the Official Gazette in accordance with § 1.47(a) and 
(b). 


9. Section 1.16 is amended by revising paragraphs (d) and (1) and 
adding new paragraphs (m) and (n) to read as follows: 


§ 1.16 National application filing fees. 


kek R KK 


(d) In addition to the basic filing fee in an original application, 
except provisional applications, if the application contains, or is 
amended to contain, a multiple dependent claim(s), per applica- 
tion: 


By a small entity (§ 1.9(f)) 
Be OE TR I IY aaa nessscitnscncsssinccecvstcacersesonvense 270.00 


*e ee * 


(1) Surcharge for filing the basic filing fee or cover sheet (§ 
1.51(c)(1)) on a date later than the filing date of the provisional 
application: 
ee fk OL: : | en 
By other than a small entity 

(m) If the additional fees required by paragraphs (b), (c), (d), (i) 
and (j) of this section are not paid on filing or on later presentation 
of the claims for which the additional fees are due, they must be 
paid or the claims must be cancelled by amendment, prior to the 
expiration of the time period set for reply by the Office in any 
notice of fee deficiency. 


(n) See §§ 1.445, 1.482, and 1.495 for international application 
filing and processing fees. 


10. Section 1.17 is amended by removing and reserving para- 
graphs (e) through (g) and revising paragraphs (a) through (d), (h), 
(i) and (q) to read as follows: 
§ 1.17 Patent application processing fees. 
(a) Extension fees pursuant to § 1.136(a): 
(1) For reply within first month: 
By a small entity (§ 1.9(f)) 
By other than a small entity 
(2) For reply within second month: 
Ry th SO II CCD aisiscs sc ssn ceescacccccccenstsiiessonnens 200.00 


By other than a small entity 





1243 TMOG 790 
(241) 


(3) For reply within third month: 
By a small entity (§ 1.9(f)) 
By other than a small entity 

(4) For reply within fourth month: 
By a small entity (§ 1.9(f)) 
By other than a small entity 

(5) For reply within fifth month: 
By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) For filing a notice of appeal from the examiner to the Board 
of Patent Appeals and Interferences: 


By a small entity (§ 1.9(f)) 
By cthier Cham a armel Cay nnn. .icsesissesiccincceseosvssesseseesverses 310.00 


(c) In addition to the fee for filing a notice of appeal, for filing 
a brief in support of an appeal: 


By a small entity (§ 1.9(f)) 


By ctheer them a small Catity .........00.cccescesccseecssvesecsessesecosses 310.00 


(d) For filing a request for an oral hearing before the Board of 
Patent Appeals and Interferences in an appeal under 35 U.S.C. 


By a small entity (§ 1.9(f)) 

By other than a small entity ..................:scssscesessesseseeeeseees 270.00 
(e) [Reserved] 
(f) [Reserved] 
(g) [Reserved] 


(h) For filing a petition to the Commissioner under a section 
listed below which refers to this paragraph 


§ 1.182 - for decision on a question not specifically provided for. 
§ 1.183 - to suspend the rules. 


§ 1.295 - for review of refusal to publish a statutory invention 
registration. 


§ 1.377 - for review of decision refusing to accept and record 
payment of a maintenance fee filed prior to expiration of a patent. 


§ 1.378(e) - for reconsideration of decision on petition refusing to 
accept delayed payment of maintenance fee in an expired patent. 


§ 1.644(e) - for petition in an interference. 


§ 1.644(f) - for request for reconsideration of a decision on petition 
in an interference. 


§ 1.666(c) - for late filing of interference settlement agreement. 
§ 5.12 - for expedited handling of a foreign filing license. 

§ 5.15 - for changing the scope of a license. 

§ 5.25 - for retroactive license. 


(i) For filing a petition to the Commissioner under a section 
listed below which refers to this paragraph 
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§ 1.12 - for access to an assignment record. 

§ 1.14 - for access to an application. 

§ 1.41 - to supply the name or names of the inventor or inventors 
after the filing date without an oath or declaration as prescribed by 


§ 1.63, except in provisional applications. 


§ 1.47 - for filing by other than all the inventors or a person not the 
inventor. 


§ 1.48 - for correction of inventorship, except in provisional 
applications. 


§ 1.53 - to accord a filing date, except in provisional applications. 
§ 1.55 - for entry of late priority papers. 

§ 1.59 - for expungement and return of information. 

§ 1.84 - for accepting color drawings or photographs. 

§ 1.91 - for entry of a model or exhibit. 

§ 1.97(d) - to consider an information disclosure statement. 

§ 1.102 - to make an application special. 

§ 1.103 - to suspend action in application. 

§ 1.177 - for divisional reissues to issue separately. 
§ 1.312 - for amendment after payment of issue fee. 
§ 1.313 - to withdraw an application from issue. 
§ 1.314 - to defer issuance of a patent. 


§ 1.666(b) - for access to an interference settlement agreement. 


§ 3.81 - for a patent to issue to assignee, assignment submitted 
after payment of the issue fee. 


kee *K* 


(q) For filing a petition to the Commissioner under a section 
listed below which refers to this paragraph 


§ 1.41 - to supply the names or names of the inventor or inventors 
after the filing date without a cover sheet as prescribed by § 
1.51(c)(1) in a provisional application. 


§ 1.48 - for correction of inventorship in a provisional application. 
§ 1.53 - to accord a provisional application a filing date or to 
convert a nonprovisional application filed under § 1.53(b) to a 
provisional application under § 1.53(c). 


kek KR 


11. Section 1.21 is amended by revising paragraphs (1) and (n) to 
read as follows: 


$1.21 Miscellaneous fees and charges. 


KeKKS 


(1) For processing and retaining any application abandoned 
pursuant to § 1.53(f), unless the required basic filing fee (§ 1.16) 
has been paid 
*e KK * 

(n) For handling an application in which proceedings are 


terminated pursuant to 1.53(e) 


*exe ee * 
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12. Section 1.26 is amended by revising paragraph (a) to read as 
follows: 


§ 1.26 Refunds. 


(a) Any fee paid by actual mistake or in excess of that required 
will be refunded, but a mere change of purpose after the payment 
of money, as when a party desires to withdraw an application, an 
appeal, or a request for oral hearing, will not entitle a party to 
demand such a return. Amounts of twenty-five dollars or less will 
not be returned unless specifically requested within a reasonable 
time, nor will the payer be notified of such amounts; amounts over 
twenty-five dollars may be returned by check or, if requested, by 
credit to a deposit account. 


ke KK * 


13. Section 1.27 is revised to read as follows: 
§ 1.27 Statement of status as small entity. 


(a) Any person seeking to establish status as a small entity (§ 
1.9(f) of this part) for purposes of paying fees in an application or 
a patent must file a statement in the application or patent prior to 
or with the first fee paid as a small entity. Such a statement need 
only be filed once in an application or patent and remains in effect 
until changed. 


(b) When establishing status as a small entity pursuant to 
paragraph (a) of this section, any statement filed on behalf of an 
independent inventor must be signed by the independent inventor 
except as provided in § 1.42, § 1.43, or § 1.47 of this part and must 
state that the inventor qualifies as an independent inventor in 
accordance with 1.9(c) of this part. Where there are joint inventors 
in an application, each inventor must file a statement establishing 
status as an independent inventor in order to qualify as a small 
entity. Where any rights have been assigned, granted, conveyed, or 
licensed, or there is an obligation to assign, grant, convey, or 
license, any rights to a small business concern, a nonprofit 
organization, or any other individual, a statement must be filed by 
the individual, the owner of the small business concern, or an 
official of the small business concern or nonprofit organization 
empowered to act on behalf of the small business concern or 
nonprofit organization identifying their status. For purposes of a 
statement under this paragraph, a license to a Federal agency 
resulting from a funding agreement with that agency pursuant to 
35 U.S.C. 202(c)(4) does not constitute a license as set forth in § 
1.9 of this part. 


(c)(1) Any statement filed pursuant to paragraph (a) of this 
section on behalf of a small business concern must: 


(i) Be signed by the owner or an official of the small business 
concern empowered to act on behalf of the concern; 


(ii) State that the concern qualifies as a small business concern 
as defined in § 1.9(d); and 


(iii) State that the exclusive rights to the invention have been 
conveyed to and remain with the small business concern or, if the 
rights are not exclusive, that all other rights belong to small entities 
as defined in § 1.9. 


(2) Where the rights of the small business concern as a small 
entity are not exclusive, a statement must also be filed by the other 
small entities having rights stating their status as such. For 
purposes of a statement under this paragraph, a license to a Federal 
agency resulting from a funding agreement with that agency 
pursuant to 35 U.S.C. 202(c)(4) does not constitute a license as set 
forth in § 1.9 of this part. 


(d)(1) Any statement filed pursuant to paragraph (a) of this 
section on behalf of a nonprofit organization must: 


(i) Be signed by an official of the nonprofit organization 
empowered to act on behalf of the organization; 
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(ii) State that the organization qualifies as a nonprofit organiza- 
tion as defined in § 1.9(e) of this part specifying under which one 
of § 1.9(e)(1), (2), (3), or (4) of this part the organization qualifies; 
and 


(iii) State that exclusive rights to the invention have been 
conveyed to and remain with the organization or if the rights are 
not exclusive that all other rights belong to small entities as 
defined in § 1.9 of this part. 


(2) Where the rights of the nonprofit organization as a small 
entity are not exclusive, a statement must also be filed by the other 
small entities having rights stating their status as such. For 
purposes of a statement under this paragraph, a license to a Federal 
agency pursuant to 35 U.S.C. 202(c)(4) does not constitute a 
conveyance of rights as set forth in this paragraph. 


14. Section 1.28 is amended by revising paragraphs (a) and (c) to 
read as follows: 


§ 1.28 Effect on fees of failure to establish status, or change 
status, as a small entity. 


(a)(1) The failure to establish status as a small entity (§§ 1.9(f) 
and 1.27 of this part) in any application or patent prior to paying, 
or at the time of paying, any fee precludes payment of the fee in 
the amount established for small entities. A refund pursuant to § 
1.26 of this part, based on establishment of small entity status, of 
a portion of fees timely paid infull prior to establishing status as a 
small entity may only be obtained if a statement under § 1.27 and 
a request for a refund of the excess amount are filed within two 
months of the date of the timely payment of the full fee. The 
two-month time period is not extendable under § 1.136. Status as 
a small entity is waived for any fee by the failure to establish the 
status prior to paying, at the time of paying, or within two months 
of the date of payment of, the fee. 


(2) Status as a small entity must be specifically established in 
each application or patent in which the status is available and 
desired. Status as a small entity in one application or patent does 
not affect any other application or patent, including applications or 
patents which are directly or indirectly dependent upon the 
application or patent in which the status has been established. The 
refiling of an application under § 1.53 as a continuation, division, 
or continuation-in-part (including a continued prosecution appli- 
cation under § 1.53(d)), or the filing of a reissue application 
requires a new determination as to continued entitlement to small 
entity status for the continuing or reissue application. A nonpro- 
visional application claiming benefit under 35 U.S.C. 119(e), 120, 
121, or 365(c) of a prior application, or a reissue application may 
rely on a statement filed in the prior application or in the patent if 
the nonprovisional application or the reissue application includes a 
reference to the statement in the prior application or in the patent 
or includes a copy of the statement in the prior application or in the 
patent and status as a small entity is still proper and desired. The 
payment of the small entity basic statutory filing fee will be treated 
as such a reference for purposes of this section. 


(3) Once status as a small entity has been established in an 
application or patent, the status remains in that application or 
patent without the filing of a further statement pursuant to § 1.27 
of this part unless the Office is notified of a change in status. 


(c) If status as a small entity is established in good faith, and 
fees as a small entity are paid in good faith, in any application or 
patent, and it is later discovered that such status as a small entity 
was established in error or that through error the Office was not 
notified of a change in status as required by paragraph (b) of this 
section, the error will be excused upon payment of the deficiency 
between the amount paid and the amount due. The deficiency is 
based on the amount of the fee, for other than a small entity, in 
effect at the time the deficiency is paid in full. 
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15. Section 1.33 is amended by revising paragraphs (a) and (b) to 
read as follows: 


§ 1.33 Correspondence address respecting patent applications, 
reexamination proceedings, and other proceedings. 


(a) The applicant, the assignee(s) of the entire interest (see §§ 
3.71 and 3.73) or an attorney or agent of record (see § 1.34(b)) 
may specify a correspondence address to which communications 
about the application are to be directed. All notices, official letters, 
and other communications in the application will be directed to the 
correspondence address or, if no such correspondence address is 
specified, to an attorney or agent of record (see § 1.34(b)), or, if no 
attorney or agent is of record, to the applicant, so long as a post 
office address has been furnished in the application. Double 
correspondence with an applicant and an attorney or agent, or with 
more than one attorney or agent, will not be undertaken. If more 
than one attorney or agent is made of record and a correspondence 
address has not been specified, correspondence will be held with 
the one last made of record. 


(b) Amendments and other papers filed in the application must 
be signed by: 


(1) An attorney or agent of record appointed in compliance with 
§ 1.34(b); 


(2) A registered attorney or agent not of record who acts in a 
representative capacity under the provisions of § 1.34(a); 


(3) The assignee of record of the entire interest, if there is an 
assignee of record of the entire interest; 


(4) An assignee of record of an undivided part interest, and any 
assignee(s) of the remaining interest and any applicant retaining an 
interest, if there is an assignee of record of an undivided part 
interest; or 


(5) All of the applicants (§§ 1.42, 1.43 and 1.47) for patent, 
unless there is an assignee of record of the entire interest and such 
assignee has taken action in the application in accordance with §§ 
3.71 and 3.73. 


16. Section 1.41 is amended by revising paragraph (a) to read as 
follows: 


§ 1.41 Applicant for patent. 


(a) A patent is applied for in the name or names of the actual 
inventor or inventors. 


(1) The inventorship of a nonprovisional application is that 
inventorship set forth in the oath or declaration as prescribed by § 
1.63, except as provided for in § 1.53(d)(4) and § 1.63(d). If an 
oath or declaration as prescribed by § 1.63 is not filed during the 
pendency of a nonprovisional application, the inventorship is that 
inventorship set forth in the application papers filed pursuant to § 
1.53(b), unless a petition under this paragraph accompanied by the 
fee set forth in § 1.17(i) is filed supplying or changing the name or 
names of the inventor or inventors. 


(2) The inventorship of a provisional application is that inven- 
torship set forth in the cover sheet as prescribed by § 1.51(c)(1). If 
a cover sheet as prescribed by § 1.51(c)(1) is not filed during the 
pendency of a provisional application, the inventorship is that 
inventorship set forth in the application papers filed pursuant to § 
1.53(c), unless a petition under this paragraph accompanied by the 
fee set forth in § 1.17(q) is filed supplying or changing the name 
or names of the inventor or inventors. 

(3) In a nonprovisional application filed without an oath or 
declaration as prescribed by § 1.63 or a provisional application 
filed without a cover sheet as prescribed by § !1.51(c)(i), the name 
or names of person or persons believed to be the actual inventor or 
inventors should be provided for identification purposes when the 
application papers pursuant to § 1.53(b) or (c) are filed. If no name 
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of a person believed to be an actual inventor is so provided, the 
application should include an applicant identifier consisting of 
alphanumeric characters. 


xk ek KX 


17. Section 1.47 is revised to read as follows: 


§ 1.47 Filing when an inventor refuses to sign or cannot be 
reached. 


(a) If a joint inventor refuses to join in an application for patent 
or cannot be found or reached after diligent effort, the application 
may be made by the other inventor on behalf of himself or herself 
and the nonsigning inventor. The oath or declaration in such an 
application must be accompanied by a petition including proof of 
the pertinent facts, the fee set forth in § 1.17(i) and the last known 
address of the nonsigning inventor. The Patent and Trademark 
Office shall, except in a continued prosecution application under § 
1.53(d), forward notice of the filing of the application to the 
nonsigning inventor at said address and publish notice of the filing 
of the application in the Official Gazette. The nonsigning inventor 
may subsequently join in the application on filing an oath or 
declaration complying with 1.63. 


(b) Whenever all of the inventors refuse to execute an applica- 
tion for patent, or cannot be found or reached after diligent effort, 
a person to whom an inventor has assigned or agreed in writing to 
assign the invention or who otherwise shows sufficient proprietary 
interest in the matter justifying such action may make application 
for patent on behalf of and as agent for all the inventors. The oath 
or declaration in such an application must be accompanied by a 
petition including proof of the pertinent facts, a showing that such 
action is necessary to preserve the rights of the parties or to prevent 
irreparable damage, the fee set forth in § 1.17(i), and the last 
known address of all of the inventors. The Office shall, excepting 
a continued prosecution application under § 1.53(d), forward 
notice of the filing of the application to all of the inventors at the 
addresses stated in the application and publish notice of the filing 
of the application in the Official Gazette. An inventor may 
subsequently join in the application on filing an oath or declaration 
complying with § 1.63. 


18. Section 1.48 and its heading are revised to read as follows: 


§ 1.48 Correction of inventorship in a patent application, other 
than a reissue application. 


(a) If the inventive entity is set forth in error in an executed § 
1.63 oath or declaration in an application, other than a reissue 
application, and such error arose without any deceptive intention 
on the part of the person named as an inventor in error or on the 
part of the person who through error was not named as an inventor, 
the application may be amended to name only the actual inventor 
or inventors. When the application is involved in an interference, 
the amendment must comply with the requirements of this section 
and must be accompanied by a motion under § 1.634. Such 
amendment must be accompanied by: 


(1) A petition including a statement from each person being 
added as an inventor and from each person being deleted as an 
inventor that the error in inventorship occurred without deceptive 
intention on his or her part; 


(2) An oath or declaration by the actual inventor or inventors as 
required by § 1.63 or as permitted by §§ 1.42, 1.43 or 1.47; 


(3) The fee set forth in § 1.17(i); and 


(4) If an assignment has been executed by any of the original 
named inventors, the written consent of the assignee (see § 
3.73(b)). 


(b) If the correct inventors are named in a nonprovisional 
application, other than are issue application, and the prosecution of 
the application results in the amendment or cancellation of claims 
so that fewer than all of the currently named inventors are the 
actual inventors of the invention being claimed in the application, 
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an amendment must be filed deleting the name or names of the 
person or persons who are not inventors of the invention being 
claimed. When the application is involved in an interference, the 
amendment must comply with the requirements of this section and 
must be accompanied by a motion under § 1.634. Such amendment 
must be accompanied by: 


(1) A petition including a statement identifying each named 
inventor who is being deleted and acknowledging that the inven- 
tor’s invention is no longer being claimed in the application; and 


(2) The fee set forth in § 1.17(i). 


(c) If a nonprovisional application, other than a reissue appli- 
cation, discloses unclaimed subject matter by an inventor or 
inventors not named in the application, the application may be 
amended to add claims to the subject matter and name the correct 
inventors for the application. When the application is involved in 
an interference, the amendment must comply with the require- 
ments of this section and must be accompanied by a motion under 
§ 1.634. Such amendment must be accompanied by: 


(1) A petition including a statement from each person being 
added as an inventor that the amendment is necessitated by 
amendment of the claims and that the inventorship error occurred 
without deceptive intention on his or her part; 


(2) An oath or declaration by the actual inventor or inventors as 
required by 1.63 or as permitted by §§ 1.42, 1.43 or 1.47; 


(3) The fee set forth in § 1.17(i); and 


(4) If an assignment has been executed by any of the original 
named inventors, the written consent of the assignee (see § 
3.73(b)). 


(d) If the name or names of an inventor or inventors were 
omitted in a provisional application through error without any 
deceptive intention on the part of the omitted inventor or inventors, 
the provisional application may be amended to add the name or 
names of the omitted inventor or inventors. Such amendment must 
be accompanied by: 


(1) A petition including a statement that the inventorship error 
occurred without deceptive intention on the part of the omitted 
inventor or inventors; and 


(2) The fee set forth in § 1.17(q). 


(e) If a person or persons were named as an inventor or 
inventors in a provisional application through error without any 
deceptive intention on the part of such person or persons, an 
amendment may be filed in the provisional application deleting the 
name or names of the person or persons who were erroneously 
named. Such amendment must be accompanied by: 


(1) A petition including a statement by the person or persons 
whose name or names are being deleted that the inventorship error 
occurred without deceptive intention on the part of such person or 
persons; 


(2) The fee set forth in § 1.17(q); and 


(3) If an assignment has been executed by any of the original 
named inventors, the written consent of the assignee (see § 
3.73(b)). 


(f)(1) If the correct inventor or inventors are not named on filing 
a nonprovisional application under § 1.53(b) without an executed 
oath or declaration under § 1.63, the later submission of an 
executed oath or declaration under § 1.63 during the pendency of 
the application will act to correct the earlier identification of 
inventorship. 
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(2) If the correct inventor or inventors are not named on filing 
a provisional application without a cover sheet under § 1.51(c)(1), 
the later submission of a cover sheet under § 1.51(c)(1) during the 
pendency of the application will act to correct the earlier identi- 
fication of inventorship. 

(g) The Office may require such other information as may be 
deemed appropriate under the particular circumstances surround- 
ing the correction of in. entorship. 

19. Section 1.51 is revised to read as follows: 


§ 1.51 General requisites of an application. 


(a) Applications for patents must be made to the Commissioner 
of Patents and Trademarks. 


(b) A complete application filed under § 1.53(b) comprises: 


(1) A specification as prescribed by 35 U.S.C. 112, including a 
claim or claims, see §§ 1.71 to 1.77; 


(2) An oath or declaration, see § 1.63 and § 1.68; 
(3) Drawings, when necessary, see §§ 1.81 to 1.85; and 
(4) The prescribed filing fee, see § 1.16. 


(c) A complete provisional application filed under § 1.53(c) 
comprises: 


(1) A cover sheet identifying: 
(i) The application as a provisional application, 


(ii) The name or names of the inventor or inventors, (see § 
1.41(a)(2)), 


(iii) The residence of each named inventor, 
(iv) The title of the invention, 


(v) The name and registration number of the attorney or agent (if 
applicable), 


(vi) The docket number used by the person filing the application 
to identify the application (if applicable), 


(vii) The correspondence address, and 


(viii) The name of the U.S. Government agency and Govern- 
ment contract number (if the invention was made by an agency of 
the U.S. Government or under a contract with an agency of the 
U.S. Government); 


(2) A specification as prescribed by the first paragraph of 35 
U.S.C. 112, see § 1.71; 


(3) Drawings, when necessary, see §§ 1.81 to 1.85; and 
(4) The prescribed filing fee, see § 1.16. 


(d) Applicants are encouraged to file an information disclosure 
statement in nonprovisional applications. See § 1.97 and § 1.98. 
No information disclosure statementmay be filed in a provisional 
application. 


20. Section 1.52 is amended by revising paragraphs (a), (c) and (d) 
to read as follows: 


§ 1.52 Language, paper, writing, margins. 


(a) The application, any amendments or corrections thereto, and 
the oath or declaration must be in the English language except as 
provided for in § 1.69 and paragraph (d) of this section, or be 
accompanied by a translation of the application and a translation of 
any corrections or amendments into the English language together 
with a statement that the translation is accurate. All papers which 
are to become a part of the permanent records of the Patent and 
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Trademark Office must be legibly written either by a typewriter or 
mechanical printer in permanent dark ink or its equivalent in 
portrait orientation on flexible, strong, smooth, non-shiny, durable, 
and white paper. All of the application papers must be presented in 
a form having sufficient clarity and contrast between the paper and 
the writing thereon to permit the direct reproduction of readily 
legible copies in any number by use of photographic, electrostatic, 
photo-offset, and microfilming processes and electronic reproduc- 
tion by use of digital imaging and optical character recognition. If 
the papers are not of the required quality, substitute typewritten or 
mechanically printed papers of suitable quality will be required. 
See § 1.125 for filing substitute typewritten or mechanically 
printed papers constituting a substitute specification when required 
by the Office. 


xe eK 


(c) Any interlineation, erasure, cancellation or other alteration of 
the application papers filed should be made on or before the 
signing of any accompanying oath or declaration pursuant to § 
1.63 referring to those application papers and should be dated and 
initialed or signed by the applicant on the same sheet of paper. 
Application papers containing alterations made after the signing of 
an oath or declaration referring to those application papers must be 
supported by a supplemental oath or declaration under § 1.67(c). 
After the signing of the oath or declaration referring to the 
application papers, amendments may only be made in the manner 
provided by § 1.121. 


(d) An application may be filed in a language other than English. 
An English translation of the non-English-language application, a 
statement that the translation is accurate, and the fee set forth in § 
1.17(k) are required to be filed with the application or within such 
time as may be set by the Office. 


21. Section 1.53 is revised to read as follows: 


§ 1.53 Application number, filing date, and completion of 
application. 


(a) Application number. Any papers received in the Patent and 
Trademark Office which purport to be an application for a patent 
will be assigned an application number for identification purposes. 


(b) Application filing requirements - Nonprovisional applica- 
tion. The filing date of an application for patent filed under this 
section, except for a provisional application under paragraph (c) of 
this section or a continued prosecution application under para- 
graph (d) of this section, is the date on which a specification as 
prescribed by 35 U.S.C. 112 containing a description pursuant to 
§ 1.71 and at least one claim pursuant to § 1.75, and any drawing 
required by § 1.81(a) are filed in the Patent and Trademark Office. 
No new matter may be introduced into an application after its 
filing date. A continuing application, which may be a continuation, 
divisional, or continuation-in-part application, may be filed under 
the conditions specified in 35 U.S.C. 120, 121 or 365(c) and § 
1.78(a). 


(1) A continuation or divisional application that names as 
inventors the same or fewer than all of the inventors named in the 
prior application may be filed under this paragraph or paragraph 
(d) of this section. 


(2) A continuation-in-part application (which may disclose and 
claim subject matter not disclosed in the prior application) or a 
continuation or divisional application naming an inventor not 
named in the prior application must be filed under this paragraph. 


(c) Application filing requirements - Provisional application. 
The filing date of a provisional application is the date on which a 
specification as prescribed by the first paragraph of 35 U.S.C. 112, 
and any drawing required by § 1.81(a) are filed in the Patent and 
Trademark Office. No amendment, other than to make the provi- 
sional application comply with the patent statute and all applicable 
regulations, may be made to the provisional application after the 
filing date of the provisional application. 
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(1) A provisional application must also include the cover sheet 
required by § 1.51(c)(1) or a cover letter identifying the applica- 
tion as a provisional application. Otherwise, the application will be 
treated as an application filed under paragraph (b) of this section. 


(2) An application for patent filed under paragraph (b) of this 
section may be converted to a provisional application and be 
accorded the original filing date of the application filed under 
paragraph (b) of this section, 


(i) Provided that a petition requesting the conversion, with the 
fee set forth in § 1.17(q), is filed prior to the earliest of: 


(A) Abandonment of the application filed under paragraph (b) of 
this section; 


(B) Payment of the issue fee on the application filed under 
paragraph (b) of this section; 


(C) Expiration of twelve months after the filing date of the 
application filed under paragraph (b) of this section; or 


(D) The filing of a request for a statutory invention registration 
under § 1.293 in the application filed under paragraph (b) of this 
section. 


(ii) The grant of any such petition will not entitle applicant to a 
refund of the fees which were properly paid in the application filed 
under paragraph (b) of this section. 


(3) A provisional application is not entitled to the right of 
priority under 35 U.S.C.119 or 365(a) or § 1.55, or to the benefit 
of an earlier filing date under 35 U.S.C. 120, 121 or 365(c) or § 
1.78 of any other application. No claim for priority under § 
1.78(a)(3) may be made in a design application based on a 
provisional application. No request under § 1.293 for a statutory 
invention registration may be filed in a provisional application. 
The requirements of §§ 1.821 through 1.825 regarding application 
disclosures containing nucleotide and/or amino acid sequences are 
not mandatory for provisional applications. 


(d) Application filing requirements - 
(nonprovisional) application. 


Continued prosecution 


(1) A continuation or divisional application (but not a continu- 
ation-in-part) of a prior nonprovisional application may be filed as 
a continued prosecution application under this paragraph, provided 
that: 


(i) The prior nonprovisional application is either: 


(A) Complete as defined by 1.51(b) and filed on or after June 8, 
1995; or 


(B) The national stage of an international application in com- 
pliance with 35 U.S.C. 371 and filed on or after June 8, 1995; and 


(ii) The application under this paragraph is filed before the 
earliest of: 


(A) Payment of the issue fee on the prior application, unless a 
petition under § 1.313(b)(5) is granted in the prior application; 


(B) Abandonment of the prior application; or 

(C) Termination of proceedings on the prior application. 

(2) The filing date of a continued prosecution application is the 
date on which a request on a separate paper for an application 
under this paragraph is filed. An application filed under this 
paragraph: 

(i) Must identify the prior application; 


(ii) Discloses and claims only subject matter disclosed in the 
prior application; 
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(iii) Names as inventors the same inventors named in the prior 
application on the date the application under this paragraph was 
filed, except as provided in paragraph (d)(4) of this section; 


(iv) Includes the request for an application under this paragraph, 
will utilize the file jacket and contents of the prior application, 
including the specification, drawings and oath ordeclaration from 
the prior application, to constitute the new application, and will be 
assigned the application number of the prior application for 
identification purposes; and 


(v) Is a request to expressly abandon the prior application as of 
the filing date of the request for an application under this 
paragraph. 


(3) The filing fee for a continued prosecution application filed 
under this paragraph is: 


(i) The basic filing fee as set forth in § 1.16; and 


(ii) Any additional § 1.16 fee due based on the number of claims 
remaining in the application after entry of any amendment 
accompanying the request for an application under this paragraph 
and entry of any amendments under § 1.116 unentered in the prior 
application which applicant has requested to be entered in the 
continued prosecution application. 


(4) An application filed under this paragraph may be filed by 
fewer than all the inventors named in the prior application, 
provided that the request for an application under this paragraph 
when filed is accompanied by a statement requesting deletion of 
the name or names of the person or persons who are not inventors 
of the invention being claimed in the new application. No person 
may be named as an inventor in an application filed under this 
paragraph who was not named as an inventor in the prior 
application on the date the application under this paragraph was 
filed, except by way of a petition under § 1.48. 


(5) Any new change must be made in the form of an amendment 
to the prior application as it existed prior to the filing of an 
application under this paragraph. No amendment in an application 
under this paragraph (a continued prosecution application) may 
introduce new matter or matter that would have been new matter 
in the prior application. Any new specification filed with the 
request for an application under this paragraph will not be 
considered part of the original application papers, but will be 
treated as a substitute specification in accordance with § 1.125. 


(6) The filing of a continued prosecution application under this 
paragraph will be construed to include a waiver of confidentiality 
by the applicant under 35 U.S.C. 122 to the extent that any 
member of the public, who is entitled under the provisions of § 
1.14 to access to, copies of, or information concerning either the 
prior application or any continuing application filed under the 
provisions of this paragraph, may be given similar access to, 
copies of, or similar information concerning the other application 
or applications in the file jacket. 


(7) A request for an application under this paragraph is the 
specific reference required by 35 U.S.C. 120 to every application 
assigned the application number identified in such request. No 
amendment in an application under this paragraph may delete this 
specific reference to any prior application 


(8) In addition to identifying the application number of the prior 
application, applicant should furnish in the request for an appli- 
cation under this paragraph the following information relating to 
the prior application to the best of his or her ability: 


(i) Title of invention; 
(ii) Name of applicant(s); and 


(iii) Correspondence address. 
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(9) Envelopes containing only requests and fees for filing an 
application under this paragraph should be marked “Box CPA.” 
Requests for an application under this paragraph filed by facsimile 
transmission should be clearly marked “Box CPA.” 


(e) Failure to meet filing date requirements. 


(1) If an application deposited under paragraph (b), (c), or (d) of 
this section does not meet the requirements of such paragraph to be 
entitled to a filing date, applicant will be so notified, if a 
correspondence address has been provided, and given a time 
period within which to correct the filing error. 


(2) Any request for review of a notification pursuant to 
paragraph (e)(1) of this section, or a notification that the original 
application papers lack a portion of the specification or drawing(s), 
must be by way of a petition pursuant to this paragraph. Any 
petition under this paragraph must be accompanied by the fee set 
forth in § 1.17(i) in an application filed under paragraphs (b) or (d) 
of this section, and the fee set forth in § 1.17(q) in an application 
filed under paragraph (c) of this section. In the absence of a timely 
(§ 1.181(£)) petition pursuant to this paragraph, the filing date of an 
application in which the applicant was notified of a filing error 
pursuant to paragraph (e)(1) of this section will be the date the 
filing error is corrected. 


(3) If an applicant is notified of a filing error pursuant to 
paragraph (e)(1) of this section, but fails to correct the filing error 
within the given time period or otherwise timely(§ 1.181(f)) take 
action pursuant to this paragraph, proceedings in the application 
will be considered terminated. Where proceedings in an applica- 
tion are terminated pursuant to this paragraph, the application may 
be disposed of, and any filing fees, less the handling fee set forth 
in § 1.21(n), will be refunded. 


(f) Completion of application subsequent to filing - Nonprovi- 
sional (including continued prosecution) application. If an appli- 
cation which has been accorded a filing date pursuant to paragraph 
(b) of this section, including a continuation, divisional, or continu- 
ation-in-part application, does not include the appropriate filing fee 
or an oath or declaration by the applicant pursuant to § 1.63 or § 
1.175, or, if an application which has been accorded a filing date 
pursuant to paragraph (d) of this section does not include the 
appropriate filing fee, applicant will be so notified, if a correspon- 
dence address has been provided, and given a period of time within 
which to file the fee, oath or declaration, and the surcharge as set 
forth in § 1.16(e) in order to prevent abandonment of the 
application. See § 1.63(d) concerning the submission of a copy of 
the oath or declaration from the prior application for a continuation 
or divisional application. If the required filing fee is not timely 
paid, or if the processing and retention fee set forth in § 1.21(1) is 
not paid within one year of the date of mailing of the notification 
required by this paragraph, the application may be disposed of. 
The notification pursuant to this paragraph may be made simulta- 
neously with any notification pursuant to paragraph (e) of this 
section. If no correspondence address is included in the applica- 
tion, applicant has two months from the filing date to file the basic 
filing fee, the oath or declaration in an application under paragraph 
(b) of this section, and the surcharge as set forth in § 1.16(e) in 
order to prevent abandonment of the application; or, if no basic 
filing fee has been paid, one year from the filing date to pay the 
processing and retention fee set forth in § 1.21(1) to prevent 
disposal of the application. 


(g) Completion of application subsequent to filing - Provisional 
application. If a provisional application which has been accorded 
a filing date pursuant to paragraph (c) of this section does not 
include the appropriate filing fee or the cover sheet required by § 
1.51(c)(1), applicant will be so notified, if a correspondence 
address has been provided, and given a period of time within 
which to file the fee, cover sheet, and the surcharge as set forth in 
§ 1.16(1) in order to prevent abandonment of the application. If the 
required filing fee is not timely paid, the application may be 
disposed of. The notification pursuant to this paragraph may be 
made simultaneously with any notification pursuant to paragraph 
(e) of this section. If no correspondence address is included in the 





1243 TMOG 796 
(241) 


application, applicant has two months from the filing date to file 
the basic filing fee, cover sheet, and the surcharge as set forth in § 
1.16(1) in order to prevent abandonment of the application. 


(h) Subsequent treatment of application - Nonprovisional (in- 
cluding continued prosecution) application. An application for a 
patent filed under paragraphs (b) or (d) of this section will not be 
placed on the files for examination until all its required parts, 
complying with the rules relating thereto, are received, except that 
certain minor informalities may be waived subject to subsequent 
correction whenever required. 


(i) Subsequent treatment of application - Provisional applica- 
tion. A provisional application for a patent filed under paragraph 
(c) of this section will not be placed on the files for examination 
and will become abandoned no later than twelve months after its 
filing date pursuant to 35 U.S.C. 111(b)(1). 


(j) Filing date of international application. The filing date of an 
international application designating the United States of America 
is treated as the filing date in the United States of America under 
PCT Article 11(3), except as provided in 35 U.S.C. 102(e). 


22. Section 1.54 is revised to read as follows: 
§ 1.54 Parts of application to be filed together; filing receipt. 


(a) It is desirable that all parts of the complete application be 
deposited in the Office together; otherwise, a letter must accom- 
pany each part, accurately and clearly connecting it with the other 
parts of the application. See § 1.53(f) and (g) with regard to 
completion of an application. 


(b) Applicant will be informed of the application number and 
filing date by a filing receipt, unless the application is an 
application filed under § 1.53(d). 


23. Section 1.55 is amended by revising paragraph (a) to read as 
follows: 


§ 1.55 Claim for foreign priority. 


(a) An applicant in a nonprovisional application may claim the 
benefit of the filing date of one or more prior foreign applications 
under the conditions specified in 35 U.S.C. 119(a) through (d) and 
172. The claim to priority need be in no special form and may be 
made by the attorney or agent if the foreign application is referred 
to in the oath or declaration as required by § 1.63. The claim for 
priority and the certified copy of the foreign application specified 
in 35 U.S.C. 119(b) must be filed in the case of an interference(§ 
1.630), when necessary to overcome the date of a reference relied 
upon by the examiner, when specifically required by the examiner, 
and in all other situations, before the patent is granted. If the claim 
for priority or the certified copy of the foreign application is filed 
after the date the issue fee is paid, it must be accompanied by a 
petition requesting entry and by the fee set forth in § 1.17(i). If the 
certified copy is not in the English language, a translation need not 
be filed except in the case of interference; or when necessary to 
overcome the date of a reference relied upon by the examiner; or 
when specifically required by the examiner, in which event an 
English language translation must be filed together with a state- 
ment that the translation of the certified copy is accurate. 
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24. Section 1.59 and its heading are revised to read as follows: 


§ 1.59 Expungement of information or copy of papers in 
application file. 


(a)(1) Information in an application will not be expunged and 
returned, except as provided in paragraph (b) of this section. See 
§ 1.618 for return of unauthorized and improper papers in 
interferences. 
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(2) Information forming part of the original disclosure (i.e., 
written specification including the claims, drawings, and any 
preliminary amendment specifically incorporated into an executed 
oath or declaration under §§ 1.63 and § 1.175) will not be 
expunged from the application file. 


(b) Information, other than what is excluded by paragraph (a)(2) 
of this section, maybe requested to be expunged and returned to 
applicant upon petition under this paragraph and payment of the 
petition fee set forth in § 1.17(i). Any petition to expunge and 
return information from an application must establish to the 
satisfaction of the Commissioner that the return of the information 
is appropriate. 


(c) Upon request by an applicant and payment of the fee 
specified in § 1.19(b), the Office will furnish copies of an 
application, unless the application has been disposed of (see § 
1.53(e), (f) and (g)). The Office cannot provide or certify copies of 
an application that has been disposed of. 


25. Section 1.60 is removed and reserved. 
§ 1.60 [Reserved] 
26. Section 1.62 is removed and reserved. 
§ 1.62 [Reserved] 


27. Section 1.63 is amended by revising paragraphs (a) and (d) and 
adding a paragraph (e) to read as follows: 


§ 1.63 Oath or declaration. 


(a) An oath or declaration filed under § 1.51(b)(2) as a part of an 
application must: 


(1) Be executed in accordance with either § 1.66 or § 1.68; 
(2) Identify the specification to which it is directed; 


(3) Identify each inventor by: full name, including the family 
name, and at least one given name without abbreviation together 
with any other given name or initial, and the residence, post office 
address and country of citizenship of each inventor; and 


(4) State whether the inventor is a sole or joint inventor of the 
invention claimed. 
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(d)(1) A newly executed oath or declaration is not required 
under § 1.51(b)(2) and 1.53(f) in a continuation or divisional 
application, provided that: 


(i)The prior nonprovisional application contained an oath or 
declaration as prescribed by paragraphs (a) through (c) of this 
section; 


(ii) The continuation or divisional application was filed by all or 
by fewer than all of the inventors named in the prior application; 


(iii) The specification and drawings filed in the continuation or 
divisional application contain no matter that would have been new 
matter in the prior application; and 


(iv) A copy of the executed oath or declaration filed in the prior 
application, showing the signature or an indication thereon that it 
was signed, is submitted for the continuation or divisional appli- 
cation. 


(2) The copy of the executed oath or declaration submitted 
under this paragraph for a continuation or divisional application 
must be accompanied by a statement requesting the deletion of the 
name or names of the person or persons who are not inventors in 
the continuation or divisional application. 
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(3) Where the executed oath or declaration of which a copy is 
submitted for a continuation or divisional application was origi- 
nally filed in a prior application accorded status under § 1.47, the 
copy of the executed oath or declaration for such prior application 
must be accompanied by: 


(i) A copy of the decision granting a petition to accord § 1.47 
status to the prior application, unless all inventors or legal 
representatives have filed an oath or declaration to join in an 
application accorded status under § 1.47 of which the continuation 
or divisional application claims a benefit under 35 U.S.C. 120, 
121, or 365(c); and 


(ii) If one or more inventor(s) or legal representative(s) who 
refused to join in the prior application or could not be found or 
reached has subsequently joined in the prior application or another 
application of which the continuation or divisional application 
claims a benefit under 35 U.S.C. 120, 121, or 365(c), a copy of the 
subsequently executed oath(s) or declaration(s) filed by the inven- 
tor or legal representative to join in the application. 


(4) Where the power of attorney (or authorization of agent) or 
correspondence address was changed during the prosecution of the 
prior application, the change in power of attorney (or authorization 
of agent) or correspondence address must be identified in the 
continuation or divisional application. Otherwise, the Office may 
not recognize in the continuation or divisional application the 
change of power of attorney (or authorization of agent) or 
correspondence address during the prosecution of the prior appli- 
cation. 


(5) A newly executed oath or declaration must be filed in a 
continuation or divisional application naming an inventor not 
named in the prior application. 


(e) A newly executed oath or declaration must be filed in any 
continuation-in-part application, which application may name all, 
more, or fewer than all of the inventors named in the prior 
application. The oath or declaration in any continuation-in-part 
application mustalso state that the person making the oath or 
declaration acknowledges the duty to disclose to the Office all 
information known to the person to be material to patentability as 
defined in 1.56 which became available between the filing date of 
the prior application and the national or PCT international filing 
date of the continuation-in-part application. 


28. Section 1.67 is amended by revising paragraph (b) to read as 
follows: 


§ 1.67 Supplemental oath or declaration. 
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(b) A supplemental oath or declaration meeting the requirements 
of § 1.63 must be filed when a claim is presented for matter 
originally shown or described but not substantially embraced in 
the statement of invention or claims originally presented or when 
an oath or declaration submitted in accordance with § 1.53(f) after 
the filing of the specification and any required drawings specifi- 
cally and improperly refers to an amendment which includes new 
matter. No new matter may be introduced into a nonprovisional 
application after its filing date even if a supplemental oath or 
declaration is filed. In proper situations, the oath or declaration 
here required may be made on information and belief by an 
applicant other than the inventor. 
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29. Section 1.69 is amended by revising paragraph (b) to read as 
follows: 


§ 1.69 Foreign language oaths and declarations. 
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(b) Unless the text of any oath or declaration in a language other 
than English is a form provided or approved by the Patent and 
Trademark Office, it must be accompanied by an English transla- 
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tion together with a statement that the translation is accurate, 
except that in the case of an oath or declaration filed under § 1.63, 
the translation may be filed in the Office no later than two months 
from the date applicant is notified to file the translation. 


30. Section 1.78 is amended by revising paragraph (a) to read as 
follows: 


§ 1.78 Claiming benefit of earlier filing date and cross- 
references to other applications. 


(a)(1) A nonprovisional application may claim an invention 
disclosed in one or more prior filed copending nonprovisional 
applications or copending international applications designating 
the United States of America. In order for a nonprovisional 
application to claim the benefit of a prior filed copending nonpro- 
visional application or copending international application desig- 
nating the United States of America, each prior application must 
name as an inventor at least one inventor named in the later filed 
nonprovisional application and disclose the named inventor’s 
invention claimed in at least one claim of the later filed nonpro- 
visional application in the manner provided by the first paragraph 
of 35 U.S.C. 112. In addition, each prior application must be: 


(i) An international application entitled to a filing date in 
accordance with PCT Article 11 and designating the United States 
of America; or 


(ii) Complete as set forth in § 1.51(b); or 


(iii) Entitled to a filing date as set forth in § 1.53(b) or § 1.53(d) 
and include the basic filing fee set forth in § 1.16; or 


(iv) Entitled to a filing date as set forth in § 1.53(b) and have 
paid therein the processing and retention fee set forth in § 1.21(1) 
within the time period set forth in § 1.53(f). 


(2) Except for a continued prosecution application filed under § 
1.53(d), any nonprovisional application claiming the benefit of one 
or more prior filed copending nonprovisional applications or 
international applications designating the United States of America 
must contain or be amended to contain in the first sentence of the 
specification following the title a reference to each such prior 
application, identifying it by application number (consisting of the 
series code and serial number) or international application number 
and international filing date and indicating the relationship of the 
applications. The request for a continued prosecution application 
under § 1.53(d) is the specific reference required by 35 U.S.C. 120 
to the prior application. The identification of an application by 
application number under this section is the specific reference 
required by 35 U.S.C. 120 to every application assigned that 
application number. Cross-references to other related applications 
may be made when appropriate (see § 1.14(a)). 


(3) A nonprovisional application other than for a design patent 
may claim an invention disclosed in one or more prior filed 
copending provisional applications. Since a provisional applica- 
tion can be pending for no more than twelve months, the last day 
of pendency may occur on a Saturday, Sunday, or Federal holiday 
within the District of Columbia which for copendency would 
require the nonprovisional application to be filed on or prior to the 
Saturday, Sunday, or Federal holiday. In order for a nonprovisional 
application to claim the benefit of one or more prior filed 
copending provisional applications, each prior provisional appli- 
cation must name as an inventor at least one inventor named in the 
later filed nonprovisional application and disclose the named 
inventor’s invention claimed in at least one claim of the later filed 
nonprovisional application in the manner provided by the first 
paragraph of 35 U.S.C. 112. In addition, each prior provisional 
application must be: 


(i) Complete as set forth in § 1.51(c); or 


(ii) Entitled to a filing date as set forth in § 1.53(c) and include 
the basic filing fee set forth in § 1.16(k). 
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(4) Any nonprovisional application claiming the benefit of one 
or more prior filed copending provisional applications must 
contain or be amended to contain in the first sentence of the 
specification following the title a reference to each such prior 
provisional application, identifying it as a provisional application, 
and including the provisional application number (consisting of 
series code and serial number). 
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31. Section 1.84 is amended by revising paragraphs (a)(2)(i), (b), 
(c) and (g) to read as follows: 


§ 1.84 Standards for drawings. 
(a) ** * 


ga? 


(i) The fee set forth in § 1.17(i); 
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(b) Photographs. 


(1) Black and white. Photographs are not ordinarily permitted in 
utility patent applications. However, the Office will accept photo- 
graphs in utility patent applications only after the granting of a 
petition filed under this paragraph which requests that photographs 
be accepted. Any such petition must include the following: 


(i) The fee set forth in § 1.17(i); and 


(ii) Three (3) sets of photographs. Photographs must either be 
developed on double weight photographic paper or be permanently 
mounted on bristol board. The photographs must be of sufficient 
quality so that all details in the drawings are reproducible in the 
printed patent. 


(2) Color. Color photographs will be accepted in utility patent 
applications if the conditions for accepting color drawings have 
been satisfied. See paragraph (a)(2) of this section. 


(c) Identification of drawings. \dentifying indicia, if provided, 
should include the application number or the title of the invention, 
inventor’s name, docket number (if any), and the name and 
telephone number of a person to call if the Office is unable to 
match the drawings to the proper application. This information 
should be placed on the back of each sheet of drawings a minimum 
distance of 1.5 cm. (5/8 inch) down from the top of the page. In 
addition, a reference to the application number, or, if an applica- 
tion number has not been assigned, the inventor’s name, may be 
included in the left-hand corner, provided that the reference 
appears within 1.5 cm. (5/8 inch) from the top of the sheet. 
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(g) Margins. The sheets must not contain frames around the 
sight (i.e., the usable surface), but should have scan target points 
(i.e., cross-hairs) printed on two catercorner margin corners. Each 
sheet must include a top margin of at least 2.5 cm. (1 inch), a left 
sidemargin of at least 2.5 cm. (1 inch), a right side margin of at 
least 1.5 cm. (5/8 inch), and a bottom margin of at least 1.0 cm. 
(3/8 inch), thereby leaving a sight no greater than 17.0 cm. by 26.2 
cm. on 21.0 cm. by 29.7 cm. (DIN size A4) drawing sheets, and a 
sight no greater than 17.6 cm. by 24.4 cm. (6 15/16 by 9 5/8 
inches) on 21.6 cm. by 27.9 cm. (8 1/2 by 11 inch) drawing sheets. 
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32. Section 1.91 and its heading are revised to read as follows: 


§ 1.91 Models or exhibits not generally admitted as part of 
application or patent. 


(a) A model or exhibit will not be admitted as part of the record 
of an application unless it: 
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(1) Substantially conforms to the requirements of § 1.52 or § 
1.84; 


(2) Is specifically required by the Office; or 


(3) Is filed with a petition under this section including: 


(i) The petition fee as set forth in § 1.17(i); and 


(ii) An explanation of why entry of the model or exhibit in the 
file record is necessary to demonstrate patentability. 


(b) Notwithstanding the provisions of paragraph (a) of this 
section, a model, working model, or other physical exhibit may be 
required by the Office if deemed necessary for any purpose in 
examination of the application. 


33. Section 1.92 is removed and reserved. 
§ 1.92 [Reserved] 


34. Section 1.97 is amended by revising paragraphs (c) through (e) 
to read as follows: 


§ 1.97 Filing of information disclosure statement. 
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(c) An information disclosure statement shall be considered by 
the Office if filed by the applicant after the period specified in 
paragraph (b) of this section, provided that the information 
disclosure statement is filed before the mailing date of either a final 
action under § 1.113, or a notice of allowance under § 1.311, 
whichever occurs first, and is accompanied by either: 


(1) A statement as specified in paragraph (e) of this section; or 
(2) The fee set forth in § 1.17(p). 


(d) An information disclosure statement shall be considered by 
the Office if filed by the applicant after the period specified in 
paragraph (c) of this section, provided that the information 
disclosure statement is filed on or before payment of the issue fee 
and is accompanied by: 


(1) A statement as specified in paragraph (e) of this section; 


(2) A petition requesting consideration of the information 
disclosure statement; and 


(3) The petition fee set forth in § 1.17(i). 
(e) A statement under this section must state either: 


(1) That each item of information contained in the information 
disclosure statement was cited in a communication from a foreign 
patent office in a counterpart foreign application not more than 
three months prior to the filing of the information disclosure 
statement; or 


(2) That no item of information contained in the information 
disclosure statement was cited in a communication from a foreign 
patent office in a counterpart foreign application, and, to the 
knowledge of the person signing the statement after making 
reasonable inquiry, no item of information contained in the 
information disclosure statement was known to any individual 
designated in § 1.56(c) more than three months prior to the filing 
of the information disclosure statement. 


*x**x* * * * 
35. Section 1.101 is removed and reserved. 
§ 1.101 [Reserved] 


36. Section 1.102 is amended by revising paragraph (a) to read as 
follows: 
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§ 1.102 Advancement of examination. 


(a) Applications will not be advanced out of turn for examina- 
tion or for further action except as provided by this part, or upon 
order of the Commissioner to expedite the business of the Office, 
or upon filing of a request under paragraph (b) of this section or 
upon filing a petition under paragraphs (c) or (d) of this section 
with a showing which, in the opinion of the Commissioner, will 
justify so advancing it. 
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37. Section 1.103 is amended by revising paragraph (a) to read as 
follows: 


§ 1.103 Suspension of action. 


(a) Suspension of action by the Office will be granted for good 
and sufficient cause and for a reasonable time specified upon 
petition by the applicant and, if such cause is not the fault of the 
Office, the payment of the fee set forth in § 1.17(i). Action will not 
be suspended when a reply by the applicant to an Office action is 
required. 
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38. Section 1.104 and its heading are revised to read as follows: 
§ 1.104 Nature of examination. 
(a) Examiner's action. 


(1) On taking up an application for examination or a patent in a 
reexamination proceeding, the examiner shall make a thorough 
study thereof and shall make a thorough investigation of the 
available prior art relating to the subject matter of the claimed 
invention. The examination shall be complete with respect both to 
compliance of the application or patent under reexamination with 
the applicable statutes and rules and to the patentability of the 
invention as claimed, as well as with respect to matters of form, 
unless otherwise indicated. 


(2) The applicant, or in the case of a reexamination proceeding, 
both the patent owner and the requester, will be notified of the 
examiner’s action. The reasons for any adverse action or any 
objection or requirement will be stated and such information or 
references will be given as may be useful in aiding the applicant, 
or in the case of a reexamination proceeding the patent owner, to 
judge the propriety of continuing the prosecution. 


(3) An international-type search will be made in all national 
applications filed on and after June 1, 1978. 


(4) Any national application may also have an international-type 
search report prepared thereon at the time of the national exami- 
nation on the merits, upon specific written request therefor and 
payment of the international-type search report fee set forth in § 
1.21(e). The Patent and Trademark Office does not require that a 
formal report of an international-type search be prepared in order 
to obtain a search fee refund in a later filed international applica- 
tion. 


(5) Copending applications will be considered by the examiner 
to be owned by, or subject to an obligation of assignment to. the 
same person if: 


(i) The application files refer to assignments recorded in the 
Patent and Trademark Office in accordance with Part 3 of this 
chapter which convey the entire rights in the applications to the 
same person or organization; or 


(ii) Copies of unrecorded assignments which convey the entire 
rights in the applications to the same person or organization are 
filed in each of the applications; or 


(iii) An affidavit or declaration by the common owner is filed 
which states that there is common ownership and states facts 
which explain why the affiant or declarant believes there is 
common ownership, which affidavit or declaration may be signed 
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by an official of the corporation or organization empowered to act 
on behalf of the corporation or organization when the common 
owner is a corporation or other organization; or 


(iv) Other evidence is submitted which establishes common 
ownership of the applications. 


(b) Completeness of examiner's action. The examiner’s action 
will be complete as to all matters, except that in appropriate 
circumstances, such as misjoinder of invention, fundamental 
defects in the application, and the like, the action of the examiner 
may be limited to such matters before further action is made. 
However, matters of form need not be raised by the examiner until 
a claim is found allowable. 


(c) Rejection of claims. 


(1) If the invention is not considered patentable, or not consid- 
ered patentable as claimed, the claims, or those considered 
unpatentable wiil be rejected. 


(2) In rejecting claims for want of novelty or for obviousness, 
the examiner must cite the best references at his or her command. 
When a reference is complex or shows or describes inventions 
other than that claimed by the applicant, the particular part relied 
on must be designated as nearly as practicable. The pertinence of 
each reference, if not apparent, must be clearly explained and each 
rejected claim specified. 


(3) In rejecting claims the examiner may rely upon admissions 
by the applicant, or the patent owner in a reexamination proceed- 
ing, as to any matter affecting patentability and, insofar as 
rejections in applications are concerned, may also rely upon facts 
within his or her knowledge pursuant to paragraph (d)(2) of this 
section. 


(4) Subject matter which is developed by another person which 
qualifies as prior art only under 35 U.S.C. 102(f) or (g) may be 
used as prior art under 35 U.S.C. 103 against a claimed invention 
unless the entire rights to the subject matter and the claimed 
invention were commonly owned by the same person or organi- 
zation or subject to an obligation of assignment to the same person 
or organization at the time the claimed invention was made. 


(5) The claims in any original application naming an inventor 
will be rejected as being precluded by a waiver in a published 
statutory invention registration naming that inventor if the same 
subject matter is claimed in the application and the statutory 
invention registration. The claims in any reissue application 
naming an inventor will be rejected as being precluded by a waiver 
in a published statutory invention registration naming that inventor 
if the reissue application seeks to claim subject matter: 


(i) Which was not covered by claims issued in the patent prior 
to the date of publication of the statutory invention registration; 
and 


(ii) Which was the same subject matter waived in the statutory 
invention registration. 


(d) Citation of references. 


(1) If domestic patents are cited by the examiner, their numbers 
and dates, and the names of the patentees must be stated. If foreign 
published applications or patents are cited, their nationality or 
country, numbers and dates, and the names of the patentees must 
be stated, and such other data must be furnished as may be 
necessary to enable the applicant, or in the case of a reexamination 
proceeding, the patent owner, to identify the published applica- 
tions or patents cited. In citing foreign published applications or 
patents, in case only a part of the document is involved, the 
particular pages and sheets containing the parts relied upon must 
be identified. If printed publications are cited, the author (if any), 
title, date, pages or plates, and place of publication, or place where 
a copy can be found, shall be given. 
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(2) When a rejection in an application is based on facts within 
the personal knowledge of an employee of the Office, the data shall 
be as specific as possible, and the reference must be supported, 
when called for by the applicant, by the affidavit of such employee, 
and such affidavit shall be subject to contradiction or explanation 
by the affidavits of the applicant and other persons. 


(e) Reasons for allowance. If the examiner believes that the 
record of the prosecution as a whole does not make clear his or her 
reasons for allowing a claim or claims, the examiner may set forth 
such reasoning. The reasons shall be incorporated into an Office 
action rejecting other claims of the application or patent under 
reexamination or be the subject of a separate communication to the 
applicant or patent owner. The applicant or patent owner may file 
a statement commenting on the reasons for allowance within such 
time as may be specified by the examiner. Failure to file such a 
statement does not give rise to any implication that the applicant or 
patent owner agrees with or acquiesces in the reasoning of the 
examiner. 


39. Section 1.105 is removed and reserved. 
§ 1.105 [Reserved] 
40. Section 1.106 is removed and reserved. 
§ 1.106 [Reserved] 
41. Section 1.107 is removed and reserved. 
§ 1.107 [Reserved] 
42. Section 1.108 is removed and reserved. 
§ 1.108 [Reserved] 
43. Section 1.109 is removed and reserved. 


§ 1.109 [Reserved] 


44. Section 1.111 is amended by revising paragraph (b) to read as 
follows: 


§ 1.111 Reply by applicant or patent owner. 
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(b) In order to be entitled to reconsideration or further exami- 
nation, the applicant or patent owner must reply to the Office 
action. The reply by the applicant or patent owner must be reduced 
to a writing which distinctly and specifically points out the 
supposed errors in the examiner’s action and must reply to every 
ground of objection and rejection in the prior Office action. The 
reply must present arguments pointing out the specific distinctions 
believed to render the claims, including any newly presented 
claims, patentable over any applied references. If the reply is with 
respect to an application, a request may be made that objections or 
requirements as to form not necessary to further consideration of 
the claims beheld in abeyance until allowable subject matter is 
indicated. The applicant’s or patent owner’s reply must appear 
throughout to be a bona fide attempt to advance the application or 
the reexamination proceeding to final action. A general allegation 
that the claims define a patentable invention without specifically 
pointing out how the language of the claims patentably distin- 
guishes them from the references does not comply with the 
requirements of this section. 
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45. Section 1.112 and its heading are revised to read as follows: 
§ 1.112 Reconsideration before final action. 


After reply by applicant or patent owner (§ 1.111) to a non-final 
action, the application or patent under reexamination will be 
reconsidered and again examined. The applicant or patent owner 
will be notified if claims are rejected, or objections or requirements 
made, in the same manner as after the first examination. Applicant 
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or patent owner may reply to such Office action in the same 
manner provided in § 1.111, with or without amendment, unless 
such Office action indicates that it is made final (§ 1.113). 


46. Section 1.113 is revised to read as follows: 
§ 1.113 Final rejection or action. 


(a) On the second or any subsequent examination or consider- 
ation by the examiner the rejection or other action may be made 
final, whereupon applicant’s or patent owner’s reply is limited to 
appeal in the case of rejection of any claim (§ 1.191), or to 
amendment as specified in § 1.116. Petition may be taken to the 
Commissioner in the case of objections or requirements not 
involved in the rejection of any claim (§ 1.181). Reply to a final 
rejection or action must include cancellation of, or appeal from the 
rejection of, each rejected claim. If any claim stands allowed, the 
reply to a final rejection or action must comply with any 
requirements or objections as to form. 


(b) In making such final rejection, the examiner shall repeat or 
state all grounds of rejection then considered applicable to the 
claims in the application, clearly stating the reasons in support 
thereof. 


47. Section 1.115 is removed and reserved. 
§ 1.115 [Reserved] 


48. Section 1.116 is amended by revising its heading and para- 
graph (a) to read as follows: 


§ 1.116 Amendments after final action or appeal. 


(a) After a final rejection or other final action (§ 1.113), 
amendments may be made cancelling claims or complying with 
any requirement of form expressly set forth in a previous Office 
action. Amendments presenting rejected claims in better form for 
consideration on appeal may be admitted. The admission of, or 
refusal to admit, any amendment after final rejection, and any 
related proceedings, will not operate to relieve the application or 
patent under reexamination from its condition as subject to appeal 
or to save the application from abandonment under § 1.135. 
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49. Section 1.117 is removed and reserved. 
§ 1.117 [Reserved] 
50. Section 1.118 is removed and reserved. 
§ 1.118 [Reserved] 
51. Section 1.119 is removed and reserved. 
§ 1.119 [Reserved] 
52. Section 1.121 is revised to read as follows: 
§ 1.121 Manner of making amendments. 
(a) Amendments in nonprovisional applications, other than 
reissue applications: Amendments in nonprovisional applications, 
excluding reissue applications, are made by filing a paper, in 


compliance with § 1.52, directing that specified amendments be 
made. 


(1) Specification other than the claims. Except as provided in § 
1.125, amendments to add matter to, or delete matter from, the 
specification, other than to the claims, may only be made as 
follows: 


(i) Instructions for insertions: The precise point in the specifi- 
cation must be indicated where an insertion is to be made, and the 
matter to be inserted must be set forth. 
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(ii) Instructions for deletions: The precise point in the specifi- 
cation must be indicated where a deletion is to be made, and the 
matter to be deleted must be set forth or otherwise indicated. 


(iii) Matter deleted by amendment can be reinstated only by a 
subsequent amendment presenting the previously deleted matter as 
a new insertion. 


(2) Claims. Amendments to the claims may only be made as 
follows: 


(i) Instructions for insertions and deletions: A claim may be 
amended by specifying only the exact matter to be deleted or 
inserted by an amendment and the precise point where the deletion 
or insertion is to be made, where the changes are limited to: 


(A) Deletions and/or 


(B) The addition of no more than five (5) words in any one 
claim; or 


(ii) Claim cancellation or rewriting: A claim may be amended by 
directions to cancel the claim or by rewriting such claim with 
underlining below the matter added and brackets around the matter 
deleted. The rewriting of a claim in this form will be construed as 
directing the deletion of the previous version of that claim. If a 
previously rewritten claim is again rewritten, underlining and 
bracketing will be applied relative to the previous version of the 
claim, with the parenthetical expression “twice amended,” “three 
times amended,” efc., following the original claim number. The 
original claim number followed by that parenthetical expression 
must be used for the rewritten claim. No interlineations or 
deletions of any prior amendment may appear in the currently 
submitted version of the claim. A claim canceled by amendment 
(not deleted and rewritten) can be reinstated only by a subsequent 
amendment presenting the claim as a new claim with a new claim 
number. 


(3) Drawings. 


(i) Amendments to the original application drawings are not 
permitted. Any change to the application drawings must be by way 
of a substitute sheet of drawings for each sheet changed submitted 
in compliance with § 1.84. 


(ii) Where a change to the drawings is desired, a sketch in 
permanent ink showing proposed changes in red, to become part of 
the record, must be filed for approval by the examiner and should 
be in a separate paper. 


(4) Any amendment to an application that is present in a 
substitute specification submitted pursuant to § 1.125 must be 
presented under the provisions of this paragraph either prior to or 
concurrent with submission of the substitute specification. 


(5) The disclosure must be amended, when required by the 
Office, to correct inaccuracies of description and definition, and to 
secure substantial correspondence between the claims, the remain- 
der of the specification, and the drawings. 


(6) No amendment may introduce new matter into the disclosure 
of an application. 


(b) Amendments in reissue applications: Amendments in reissue 
applications are made by filing a paper, in compliance with § 1.52, 
directing that specified amendments be made. 


(1) Specification other than the claims. Amendments to the 
specification, other than to the claims, may only be made as 
follows: 


(i) Amendments must be made by submission of the entire text 
of a newly added or rewritten paragraph(s) with markings pursuant 
to paragraph (b)(1)(iii) of this section, except that an entire 
paragraph may be deleted by a statement deleting the paragraph 
without presentation of the text of the paragraph. 
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(ii) The precise point in the specification must be indicated 
where the paragraph to be amended is located. 


(iii) Underlining below the subject matter added to the patent 
and brackets around the subject matter deleted from the patent are 
to be used to mark the amendments being made. 


(2) Claims. Amendments to the claims may only be made as 
follows: 


(iA) The amendment must be made relative to the patent 
claims in accordance with paragraph (b)(6) of this section and 
must include the entire text of each claim which is being amended 
by the current amendment and of each claim being added by the 
current amendmentwith markings pursuant to paragraph 
(b)(2)(i)(C) of this section, except that a patent claim or added 
claim should be cancelled by a statement cancelling the patent 
claim or added claim without presentation of the text of the patent 
claim or added claim. 


(B) Patent claims must not be renumbered and the numbering of 
any claims added to the patent must follow the number of the 
highest numbered patent claim. 


(C) Underlining below the subject matter added to the patent 
and brackets around the subject matter deleted from the patent are 
to be used to mark the amendments being made. If a claim is 
amended pursuant to paragraph (b)(2)(i)(A) of this section, a 
parenthetical expression “amended,” “twice amended,” etc., 
should follow the original claim number. 


(ii) Each amendment submission must set forth the status (i.e., 
pending or cancelled) as of the date of the amendment, of all patent 
claims and of all added claims. 


(iii) Each amendment when originally submitted must be 
accompanied by an explanation of the support in the disclosure of 
the patent for the amendment along with any additional comments 
on page(s) separate from the page(s) containing the amendment. 


(3) Drawings. 


(i) Amendments to the original patent drawings are not permit- 
ted. Any change to the patent drawings must be by way of a new 
sheet of drawings with the amended figures identified as 
“amended” and with added figures identified as “new” for each 
sheet changed submitted in compliance with § 1.84. 


(ii) Where a change to the drawings is desired, a sketch in 
permanent ink showing proposed changes in red, to become part of 
the record, must be filed for approval by the examiner and should 
be in a separate paper. 


(4) The disclosure must be amended, when required by the 
Office, to correct inaccuracies of description and definition, and to 
secure substantial correspondence between the claims, the remain- 
der of the specification, and the drawings. 


(5) No reissue patent shall be granted enlarging the scope of the 
claims of the original patent unless applied for within two years 
from the grant of the original patent, pursuant to 35 U.S.C. 251. No 
amendment to the patent may introduce new matter or be made in 
an expired patent. 


(6) All amendments must be made relative to the patent 
specification, including the claims, and drawings, which is in effect 
as of the date of filing of the reissue application. 

(c) Amendments in reexamination proceedings: Any proposed 
amendment to the description and claims in patents involved in 
reexamination proceedings must be made in accordance with § 
1.530(d). 

53. Section 1.122 is removed and reserved. 


§ 1.122 [Reserved] 


54. Section 1.123 is removed and reserved. 
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§ 1.123 [Reserved] 

55. Section 1.124 is removed and reserved. 

§ 1.124 [Reserved] 

56. Section 1.125 is revised to read as follows: 
§ 1.125 Substitute specification. 


(a) If the number or nature of the amendments or the legibility 
of the application papers renders it difficult to consider the 
application, or to arrange the papers for printing or copying, the 
Office may require the entire specification, including the claims, or 
any part thereof, be rewritten. 


(b) A substitute specification, excluding the claims, may be filed 
at any point up to payment of the issue fee if it is accompanied by: 


(1) A statement that the substitute specification includes no new 
matter; and 


(2) A marked-up copy of the substitute specification showing the 
matter being added to and the matter being deleted from the 
specification of record. 


(c) A substitute specification submitted under this section must 
be submitted in clean form without markings as to amended 
material. 


(d) A substitute specification under this section is not permitted 
in a reissue application or in a reexamination proceeding. 


57. Section 1.126 is revised to read as follows: 
§ 1.126 Numbering of claims. 


The original numbering of the claims must be preserved through- 
out the prosecution. When claims are canceled the remaining 
claims must not be renumbered. When claims are added, they must 
be numbered by the applicant consecutively beginning with the 
number next following the highest numbered claim previously 
presented (whether entered or not). When the application is ready 
for allowance, the examiner, if necessary, will renumber the claims 
consecutively in the order in which they appear or in such order as 
may have been requested by applicant. 


58. Section 1.133 is amended by revising paragraph (b) to read as 
follows: 


§ 1.133 Interviews. 
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(b) In every instance where reconsideration is requested in view 
of an interview with an examiner, a complete written statement of 
the reasons presented at the interview as warranting favorable 
action must be filed by the applicant. An interview does not 
remove the necessity for reply to Office actions as specified in §§ 
1.111 and 1.135. 


59. The undesignated center heading in Subpart B-National 
Processing Provisions, following § 1.133 is revised to read as 
follows: 


TIME FOR REPLY BY APPLICANT; 
ABANDONMENT OF APPLICATION 


60. Section 1.134 and its heading are revised to read as follows: 
§ 1.134 Time period for reply to an Office action. 


An Office action will notify the applicant of any non-statutory or 
shortened statutory time period set for reply to an Office action. 
Unless the applicant is notified in writing that a reply is required 
in less than six months, a maximum period of six months is 
allowed. 
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61. Section 1.135 and its heading are revised to read as follows: 
§ 1.135 Abandonment for failure to reply within time period. 


(a) If an applicant of a patent application fails to reply within the 
time period provided under § 1.134 and § 1.136, the application 
will become abandoned unless an Office action indicates other- 
wise. 


(b) Prosecution of an application to save it from abandonment 
pursuant to paragraph (a) of this section must include such 
complete and proper reply as the condition of the application may 
require. The admission of, or refusal to admit, any amendment 
after final rejection or any amendment not responsive to the last 
action, or any related proceedings, will not operate to save the 
application from abandonment. 


(c) When reply by the applicant is a bona fide attempt to 
advance the application to final action, and is substantially a 
complete reply to the non-final Office action, but consideration of 
some matter or compliance with some requirement has been 
inadvertently omitted, applicant may be given a new time period 
for reply under § 1.134 to supply the omission. 


62. Section 1.136 and its heading are revised to read as follows: 
§ 1.136 Extensions of time. 


(a)(1) If an applicant is required to reply within a nonstatutory 
or shortened statutory time period, applicant may extend the time 
period for reply up to the earlier of the expiration of any maximum 
period set by statute or five months after the time period set for 
reply, if a petition for an extension of time and the fee set in § 
1.17(a) are filed, unless: 


(i) Applicant is notified otherwise in an Office action; 
(ii) The reply is a reply brief submitted pursuant to § 1.193(b); 


(iii) The reply is a request for an oral hearing submitted pursuant 
to § 1.194(b); 


(iv) The reply is to a decision by the Board of Patent Appeals 
and Interferences pursuant to § 1.196, § 1.197 or § 1.304; or 


(v) The application is involved in an interference declared 
pursuant to § 1.611. 


(2) The date on which the petition and the fee have been filed is 
the date for purposes of determining the period of extension and 
the corresponding amount of the fee. The expiration of the time 
period is determined by the amount of the fee paid. A reply must 
be filed prior to the expiration of the period of extension to avoid 
abandonment of the application (§ 1.135), but in no situation may 
an applicant reply later than the maximum time period set by 
statute, or be granted an extension of time under paragraph (b) of 
this section when the provisions of this paragraph are available. 
See § 1.136(b) for extensions of time relating to proceedings 
pursuant to §§ 1.193(b), 1.194, 1.196 or 1.197; 1.304 for extension 
of time to appeal to the U.S. Court of Appeals for the Federal 
Circuit or to commence a civil action; § 1.550(c) for extension of 
time in reexamination proceedings; and § 1.645 for extension of 
time in interference proceedings. 


(3) A written request may be submitted in an application that is 
an authorization to treat any concurrent or future reply, requiring a 
petition for an extension of time under this paragraph for its timely 
submission, as incorporating a petition for extension of time for 
the appropriate length of time. An authorization to charge all 
required fees, fees under § 1.17, or all required extension of time 
fees will be treated as a constructive petition for an extension of 
time in any concurrent or future reply requiring a petition for an 
extension of time under this paragraph for its timely submission. 
Submission of the fee set forth in § 1.17(a) will also be treated as 
a constructive petition for an extension of time in any concurrent 
reply requiring a petition for an extension of time under this 
paragraph for its timely submission. 
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(b) When a reply cannot be filed within the time period set for 
such reply and the provisions of paragraph (a) of this section are 
not available, the period for reply will be extended only for 
sufficient cause and for a reasonable time specified. Any request 
for an extension of time under this paragraph must be filed on or 
before the day on which such reply is due, but the mere filing of 
such a request will not effect any extension under this paragraph. 
In no situation can any extension carry the date on which reply is 
due beyond the maximum time period set by statute. See § 1.304 
for extension of time to appeal to the U.S. Court of Appeals for the 
Federal Circuit or to commence a civil action; § 1.645 for 
extension of time in interference proceedings; and § 1.550(c) for 
extension of time in reexamination proceedings. 


63. Section 1.137 and its heading are revised to read as follows: 
§ 1.137 Revival of abandoned application or lapsed patent. 


(a) Unavoidable. Where the delay in reply was unavoidable, a 
petition may be filed to revive an abandoned application or a 
lapsed patent pursuant to this paragraph. A grantable petition 
pursuant to this paragraph must be accompanied by: 


(1) The required reply, unless previously filed. In a nonprovi- 
sional application abandoned for failure to prosecute, the required 
reply may be met by the filing of a continuing application. In an 
application or patent, abandoned or lapsed for failure to pay the 
issue fee or any portion thereof, the required reply must be the 
payment of the issue fee or any outstanding balance thereof; 


(2) The petition fee as set forth in § 1.17(1); 


(3) A showing to the satisfaction of the Commissioner that the 
entire delay in filing the required reply from the due date for the 
reply until the filing of a grantable petition pursuant to this 
paragraph was unavoidable; and 


(4) Any terminal disclaimer (and fee as set forth in § 1.20(d)) 
required pursuant to paragraph (c) of this section. 


(b) Unintentional. Where the delay in reply was unintentional, a 
petition may be filed to revive an abandoned application or a 
lapsed patent pursuant to this paragraph. A grantable petition 
pursuant to this paragraph must be accompanied by: 


(1) The required reply, unless previously filed. In a nonprovi- 
sional application abandoned for failure to prosecute, the required 
reply may be met by the filing of a continuing application. In an 
application or patent, abandoned or lapsed for failure to pay the 
issue fee or any portion thereof, the required reply must be the 
payment of the issue fee or any outstanding balance thereof; 


(2) The petition fee as set forth in § 1.17(m); 


(3) A statement that the entire delay in filing the required reply 
from the due date for the reply until the filing of a grantable 
petition pursuant to this paragraph was unintentional. The Com- 
missioner may require additional information where there is a 
question whether the delay was unintentional; and 


(4) Any terminal disclaimer (and fee as set forth in § 1.20(d)) 
required pursuant to paragraph (c) of this section. 


(c) In a design application, a utility application filed before June 
8, 1995, or a plant application filed before June 8, 1995, any 
petition to revive pursuant to this section must be accompanied by 
a terminal disclaimer and fee as set forth in § 1.321 dedicating to 
the public a terminal part of the term of any patent granted thereon 
equivalent to the period of abandonment of the application. Any 
terminal disclaimer pursuant to this paragraph must also apply to 
any patent granted on any continuing application that contains a 
specific reference under 35 U.S.C. 120, 121, or 365(c) to the 
application for which revival is sought. The provisions of this 
paragraph do not apply to lapsed patents. 


(d) Any request for reconsideration or review of a decision 
refusing to revive an abandoned application or lapsed patent upon 
petition filed pursuant to this section, to be considered timely, must 
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be filed within two months of the decision refusing to revive or 
within such time as set in the decision. Unless a decision indicates 
otherwise, this time period may be extended under the provisions 
of § 1.136. 


(e) A provisional application, abandoned for failure to timely 
respond to an Office requirement, may be revived pursuant to this 
section so as to be pending for a period of no longer than twelve 
months from its filing date. Under no circumstances will a 
provisional application be regarded as pending after twelve 
months from its filing date. 


64. Section 1.139 is removed and reserved. 
§ 1.139 [Reserved] 


65. Section 1.142 is amended by revising paragraph (a) to read as 
follows: 


§ 1.142 Requirement for restriction. 


(a) If two or more independent and distinct inventions are 
claimed in a single application, the examiner in an Office action 
will require the applicant in the reply to that action to elect an 
invention to which the claims will be restricted, this official action 
being called a requirement for restriction (also known as a 
requirement for division). Such requirement will normally be 
made before any action on the merits; however, it may be made at 
any time before final action. 
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66. Section 1.144 is revised to read as follows: 
§ 1.144 Petition from requirement for restriction. 


After a final requirement for restriction, the applicant, in addition 
to making any reply due on the remainder of the action, may 
petition the Commissioner to review the requirement. Petition may 
be deferred until after final action on or allowance of claims to the 
invention elected, but must be filed not later than appeal. A petition 
will not be considered if reconsideration of the requirement was 
not requested (see § 1.181). 


67. Section 1.146 is revised to read as follows: 
§ 1.146 Election of species. 


In the first action on an application containing a generic claim to 
a generic invention (genus) and claims to more than one patentably 
distinct species embraced thereby, the examiner may require the 
applicant in the reply to that action to elect a species of his or her 
invention to which his or her claim will be restricted if no claim to 
the genus is found to be allowable. However, if such application 
contains claims directed to more than a reasonable number of 
species, the examiner may require restriction of the claims to not 
more than a reasonable number of species before taking further 
action in the application. 


68. Section 1.152 is revised to read as follows: 
§ 1.152 Design drawings. 


(a) The design must be represented by a drawing that complies 
with the requirements of 1.84, and must contain a sufficient 
number of views to constitute a complete disclosure of the 
appearance of the design. 


(1) Appropriate and adequate surface shading should be used to 
show the character or contour of the surfaces represented. Solid 
black surface shading is not permitted except when used to 
represent the color black as well as color contrast. Broken lines 
may be used to show visible environmental structure, but may not 
be used to show hidden planes and surfaces which cannot be seen 
through opaque materials. Alternate positions of a design compo- 
nent, illustrated by full and broken lines in the same view are not 
permitted in a design drawing. 
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(2) Color photographs and color drawings are not permitted in 
design applications in the absence of a grantable petition pursuant 
to § 1.84(a)(2). Photographs and ink drawings are not permitted to 
be combined as formal drawings in one application. Photographs 
submitted in lieu of ink drawings in design patent applications 
must comply with § 1.84(b) and must not disclose environmental 
structure but must be limited to the design for the article claimed. 


(b) Any detail shown in the ink or color drawings or photo- 
graphs (formal or informal) deposited with the original application 
papers constitutes an integral part of the disclosed and claimed 
design, except as otherwise provided in this paragraph. This detail 
may include, but is not limited to, color or contrast, graphic or 
written indicia, including identifying indicia of a proprietary 
nature, surface ornamentation on an article, or any combination 
thereof. 


(1) When any detail shown in informal drawings or photographs 
does not constitute an integral part of the disclosed and claimed 
design, a specific disclaimer must appear in the original applica- 
tion papers either in the specification or directly on the drawings or 
photographs. This specific disclaimer in the original application 
papers will provide antecedent basis for the omission of the 
disclaimed detail(s) in later-filed drawings or photographs. 


(2) When informal color drawings or photographs are deposited 
with the original application papers without a disclaimer pursuant 
to paragraph (b)(1) of this section, formal color drawings or 
photographs, or a black and white drawing lined to represent color, 
will be required. 


69. Section 1.154 is amended by revising its heading and para- 
graph (a)(3) as to readfollows: 


§ 1.154 Arrangement of application elements. 

> * 

(3) Preamble, stating name of the applicant, title of the design, 
and a brief description of the nature and intended use of the article 
in which the design is embodied. 
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70. Section 1.155 and its heading are revised to read as follows: 
§ 1.155 Issue of design patents. 


If, on examination, it appears that the applicant is entitled to a 
design patent under the law, a notice of allowance will be sent to 
the applicant, or applicant’s attorney or agent, calling for the 
payment of the issue fee (§ 1.18(b)). If this issue fee is not paid 
within three months of the date of the notice of allowance, the 
application shall be regarded as abandoned. 


71. Section 1.163 is amended by revising its heading and para- 
graph (b) to read as follows: 


§ 1.163 Specification and arrangement of application elements. 
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(b) Two copies of the specification (including the claim) must be 
submitted, but only one signed oath or declaration is required. 
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72. Section 1.167 is revised to read as follows: 
§ 1.167 Examination. 


Applications may be submitted by the Patent and Trademark Office 
to the Department of Agriculture for study and report. 


73. Section 1.171 is revised to read as follows: 
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§ 1.171 Application for reissue. 


An application for reissue must contain the same parts required for 
an application for an original patent, complying with all the rules 
relating there to except as otherwise provided, and in addition, 
must comply with the requirements of the rules relating to reissue 
applications. 


74. Section 1.172 is amended by revising paragraph (a) to read as 
follows: 


§ 1.172 Applicants, assignees. 


(a) A reissue oath must be signed and sworn to or declaration 
made by the inventor or inventors except as otherwise provided 
(see §§ 1.42, 1.43, 1.47), and must be accompanied by the written 
consent of all assignees, if any, owning an undivided interest in the 
patent, but a reissue oath may be made and sworn to or declaration 
made by the assignee of the entire interest if the application does 
not seek to enlarge the scope of the claims of the original patent. 
All assignees consenting to the reissue must establish their 
ownership interest in the patent by filing in the reissue application 
a submission in accordance with the provisions of § 3.73(b). 
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75. Section 1.175 is amended by revising paragraphs (a) and (b) 
and adding paragraphs (c) and (d) to read as follows: 


§ 1.175 Reissue oath or declaration. 


(a) The reissue oath or declaration in addition to complying with 
the requirements of § 1.63, must also state that: 


(1) The applicant believes the original patent to be wholly or 
partly inoperative or invalid by reason of a defective specification 
or drawing, or by reason of the patentee claiming more or less than 
the patentee had the right to claim in the patent, stating at least one 
error being relied upon as the basis for reissue; and 


(2) All errors being corrected in the reissue application up to the 
time of filing of the oath or declaration under this paragraph arose 
without any deceptive intention on the part of the applicant. 


(b)(1) For any error corrected, which is not covered by the oath 
or declaration submitted under paragraph (a) of this section, 
applicant must submit a supplemental oath or declaration stating 
that every such error arose without any deceptive intention on the 
part of the applicant. Any supplemental oath or declaration 
required by this paragraph must be submitted before allowance 
and may be submitted: 


(i) With any amendment prior to allowance; or 


(ii) In order to overcome a rejection under 35 U.S.C. 251 made 
by the examiner where it is indicated that the submission of a 
supplemental oath or declaration as required byt his paragraph will 
overcome the rejection. 


(2) For any error sought to be corrected after allowance, a 
supplemental oath or declaration must accompany the requested 
correction stating that the error(s) to be corrected arose without 
any deceptive intention on the part of the applicant. 


(c) Having once stated an error upon which the reissue is based, 
as set forth in paragraph (a)(1), unless all errors previously stated 
in the oath or declaration are no longer being corrected, a 
subsequent oath or declaration under paragraph (b) of this section 
need not specifically identify any other error or errors being 
corrected. 


(d) The oath or declaration required by paragraph (a) of this 
section may be submitted under the provisions of § 1.53(f). 


76. Section 1.182 is revised to read as follows: 
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§ 1.182 Questions not specifically provided for. 


All situations not specifically provided for in the regulations of this 
part will be decided in accordance with the merits of each situation 
by or under the authority of the Commissioner, subject to such 
other requirements as may be imposed, and such decision will be 
communicated to the interested parties in writing. Any petition 
seeking a decision under this section must be accompanied by the 
petition fee set forth in § 1.17(h). 


77. Section 1.184 is removed and reserved. 
§ 1.184 [Reserved] 


78. Section 1.191 is amended by revising paragraphs (a) and (b) to 
read as follows: 


§ 1.191 Appeal to Board of Patent Appeals and Interferences. 


(a) Every applicant for a patent or for reissue of a patent, and 
every owner of a patent under reexamination, any of whose claims 
has been twice or finally (§ 1.113) rejected, may appeal from the 
decision of the examiner to the Board of Patent Appeals and 
Interferences by filing a notice of appeal and the fee set forth in § 
1.17(b) within the time period provided under §§ 1.134 and 1.136 
for reply. 


(b) The signature requirement of 1.33 does not apply to a notice 
of appeal filed under this section. 
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79. Section 1.192 is amended by revising paragraph (a) to read as 
follows: 


§ 1.192 Appellant’s brief. 


(a) Appellant must, within two months from the date of the 
notice of appeal under § 1.191 or within the time allowed for reply 
to the action from which the appeal was taken, if such time is later, 
file a brief in triplicate. The brief must be accompanied by the fee 
set forth in § 1.17(c) and must set forth the authorities and 
arguments on which appellant will rely to maintain the appeal. Any 
arguments or authorities not included in the brief will be refused 
consideration by the Board of Patent Appeals and Interferences, 
unless good cause is shown. 
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80. Section 1.193 and its heading are revised to read as follows: 
§ 1.193 Examiner’s answer and reply brief. 


(a)(1) The primary examiner may, within such time as may be 
directed by the Commissioner, furnish a written statement in 
answer to appellant’s brief including such explanation of the 
invention claimed and of the references and grounds of rejection as 
may be necessary, supplying a copy to appellant. If the primary 
examiner finds that the appeal is not regular in form or does not 
relate to an appealable action, the primary examiner shall so state. 


(2) An examiner’s answer must not include a new ground of 
rejection, but if an amendment under § 1.116 proposes to add or 
amend one or more claims and appellant was advised that the 
amendment under § 1.116 would be entered for purposes of appeal 
and which individual rejection(s) set forth in the action from which 
the appeal was taken would be used to reject the added or amended 
claim(s), then the appeal brief must address the rejection(s) of the 
claim(s) added or amended by the amendment under § 1.116 as 
appellant was so advised and the examiner’s answer may include 
the rejection(s) of the claim(s) added or amended by the amend- 
ment under § 1.116 as appellant was so advised. The filing of an 
amendment under § 1.116 which is entered for purposes of appeal 
represents appellant’s consent that when so advised any appeal 
proceed on those claim(s) added or amended by the amendment 
under § 1.116 subject to any rejection set forth in the action from 
which the appeal was taken. 
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(b)(1) Appellant may file a reply brief to an examiner's answer 
within two months from the date of such examiner’s answer. See 
§ 1.136(b) for extensions of time for filing a reply brief in a patent 
application and § 1.550(c) for extensions of time for filing a reply 
brief in a reexamination proceeding. The primary examiner must 
either acknowledge receipt and entry of the reply brief or withdraw 
the final rejection and reopen prosecution to respond to the reply 
brief. A supplemental examiner’s answer is not permitted, unless 
the application has been remanded by the Board of Patent Appeals 
and Interferences for such purpose. 


(2) Where prosecution is reopened by the primary examiner 
after an appeal or reply brief has been filed, appellant must 
exercise one of the following two options to avoid abandonment of 
ihe application: 


(i) File a reply under § 1.111, if the Office action is not final, or 
a reply under § 1.113, if the Office action is final; or 


(ii) Request reinstatement of the appeal. If reinstatement of the 
appeal is requested, such request must be accompanied by a 
supplemental appeal brief, but no new amendments, affidavits (§§ 
1.130, 1.131 or 1.132) or other evidence are permitted. 


81. Section 1.194 is revised to read as follows: 
§ 1.194 Oral hearing. 


(a) An oral hearing should be requested only in those circum- 
stances in which appellant considers such a hearing necessary or 
desirable for a proper presentation of the appeal. An appeal 
decided without an oral hearing will receive the same consider- 
ation by the Board of Patent Appeals and Interferences as appeals 
decided after oral hearing. 


(b) If appellant desires an oral hearing, appellant must file, in a 
separate paper, a written request for such hearing accompanied by 
the fee set forth in § 1.17(d) within two months from the date of 
the examiner’s answer. If appellant requests an oral hearing and 
submits therewith the fee set forth in § 1.17(d), an oral argument 
may be presented by, or on behalf of, the primary examiner if 
considered desirable by either the primary examiner or the Board. 
See § 1.136(b) for extensions of time for requesting an oral hearing 
in a patent application and § 1.550(c) for extensions of time for 
requesting an oral hearing in are examination proceeding. 


(c) If no request and fee for oral hearing have been timely filed 
by appellant, the appeal will be assigned for consideration and 
decision. If appellant has requested an oral hearing and has 
submitted the fee set forth in § 1.17(d), a day of hearing will be set, 
and due notice thereof given to appellant and to the primary 
examiner. A hearing will be held as stated in the notice, and oral 
argument will be limited to twenty minutes for appellant and 
fifteen minutes for the primary examiner unless otherwise ordered 
before the hearing begins. If the Board decides that a hearing is not 
necessary, the Board will so notify appellant. 


82. Section 1.196 is amended by revising paragraphs (b) and (d) to 
read as follows: 


§ 1.196 Decision by the Board of Patent Appeals and Interfer- 
ences. 
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(b) Should the Board of Patent Appeals and Interferences have 
knowledge of any grounds not involved in the appeal for rejecting 
any pending claim, it may include in the decision a statement to 
that effect with its reasons for so holding, which statement 
constitutes a new ground of rejection of the claim. A new ground 
of rejection shall not be considered final for purposes of judicial 
review. When the Board of Patent Appeals and Interferences 
makes a new ground of rejection, the appellant, within two months 
from the date of the decision, must exercise one of the following 
two options with respect to the new ground of rejection to avoid 
termination of proceedings (§ 1.197(c)) as to the rejected claims: 
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(1) Submit an appropriate amendment of the claims so rejected 
or a showing of facts relating to the claims so rejected, or both, and 
have the matter reconsidered by the examiner, in which event the 
application will be remanded to the examiner. The new ground of 
rejection is binding upon the examiner unless an amendment or 
showing of facts not previously of record be made which, in the 
opinion of the examiner, overcomes the new ground of rejection 
stated in the decision. Should the examiner reject the claims, 
appellant may again appeal pursuant to §§ 1.191 through 1.195 to 
the Board of Patent Appeals and Interferences. 


(2) Request that the application be reheard under § 1.197(b) by 
the Board of Patent Appeals and Interferences upon the same 
record. The request for rehearing must address the new ground of 
rejection and state with particularity the points believed to have 
been misapprehended or overlooked in rendering the decision and 
also state all other grounds upon which rehearing is sought. Where 
request for such rehearing is made, the Board of Patent Appeals 
and Interferences shall rehear the new ground of rejection and, if 
necessary, render anew decision which shall include all grounds of 
rejection upon which a patent is refused. The decision on rehearing 
is deemed to incorporate the earlier decision for purposes of 
appeal, except for those portions specifically withdrawn on rehear- 
ing, and is final for the purpose of judicial review, except when 
noted otherwise in the decision. 


(d) The Board of Patent Appeals and Interferences may require 
appellant to address any matter that is deemed appropriate for a 
reasoned decision on the pending appeal. Appellant will be given 
a non-extendable time period within which to respond to such a 
requirement. 
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83. Section 1.197 is amended by revising paragraphs (a) and (b) to 
read as follows: 


§ 1.197 Action following decision. 


(a) After decision by the Board of Patent Appeals and Interfer- 
ences, the application will be returned to the examiner, subject to 
appellant’s right of appeal or other review, for such further action 
by appellant or by the examiner, as the condition of the application 
may require, to carry into effect the decision. 


(b) Appellant may file a single request for rehearing within two 
months from the date of the original decision, unless the original 
decision is so modified by the decision on rehearing as to become, 
in effect, a new decision, and the Board of Patent Appeals and 
Interferences so states. The request for rehearing must state with 
particularity the points believed to have been misapprehended or 
overlooked in rendering the decision and also state all other 
grounds upon which rehearing is sought. See § 1.136(b) for 
extensions of time for seeking rehearing in a patent application and 
§ 1.550(c) for extensions of time for seeking rehearing in a 
reexamination proceeding. 
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84. Section 1.291 is amended by revising paragraph (c) to read as 
follows: 


§ 1.291 Protests by the public against pending applications. 
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(c) A member of the public filing a protest in an application 
under paragraph (a) of this section will not receive any commu- 
nications from the Office relating to the protest, other than the 
return of a self-addressed postcard which the member of the public 
may include with the protest in order to receive an acknowledg- 
ment by the Office that the protest has been received. In the 
absence of a request by the Office, an applicant has no duty to, and 
need not, reply to a protest. The limited involvement of the 
member of the public filing a protest pursuant to paragraph (a) of 
this section ends with the filing of the protest, and no further 
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submission on behalf of the protestor will be considered, except 
for additional prior art, or unless such submission raises new issues 
which could not have been earlier presented. 


85. Section 1.293 is amended by revising paragraph (c) to read as 
follows: 


§ 1.293 Statutory invention registration. 
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(c) A waiver filed with a request for a statutory invention 
registration will be effective, upon publication of the statutory 
invention registration, to waive the inventor’s right to receive a 
patent on the invention claimed in the statutory invention regis- 
tration, in any application for an original patent which is pending 
on, or filed after, the date of publication of the statutory invention 
registration. A waiver filed with a request for a statutory invention 
registration will not affect the rights of any other inventor even if 
the subject matter of the statutory invention registration and an 
application of another inventor are commonly owned. A waiver 
filed with a request for a statutory invention registration will not 
affect any rights in a patent to the inventor which issued prior to 
the date of publication of the statutory invention registration unless 
a reissue application is filed seeking to enlarge the scope of the 
claims of the patent. See also § 1.104(c)(5). 


86. Section 1.294 is amended by revising paragraph (b) to read as 
follows: 


§ 1.294 Examination of request for publication of a statutory 
invention registration and patent application to which the 
request is directed. 
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(b) Applicant will be notified of the results of the examination 
set forth in paragraph (a) of this section. If the requirements of § 
1.293 and this section are not met by the request filed, the 
notification to applicant will set a period of time within which to 
comply with the requirements in order to avoid abandonment of 
the application. If the application does not meet the requirements 
of 35 U.S.C. 112, the notification to applicant will include a 
rejection under the appropriate provisions of 35 U.S.C. 112. The 
periods for reply established pursuant to this section are subject to 
the extension of time provisions of § 1.136. After reply by the 
applicant, the application will again be considered for publication 
of a statutory invention registration. If the requirements of § 1.293 
and this section are not timely met, the refusal to publish will be 
made final. If the requirements of 35 U.S.C. 112 are not met, the 
rejection pursuant to 35 U.S.C. 112 will be made final. 
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87. Section 1.304 is amended by revising paragraph (a)(1) to read 
as follows: 


§ 1.304 Time for appeal or civil action. 


(a)(1) The time for filing the notice of appeal to the U.S. Court 
of Appeals for the Federal Circuit (§ 1.302) or for commencing a 
civil action (§ 1.303) is two months from the date of the decision 
of the Board of Patent Appeals and Interferences. If a request for 
rehearing or reconsideration of the decision is filed within the time 
period provided under § 1.197(b) or § 1.658(b), the time for filing 
an appeal or commencing a civil action shall expire two months 
after action on the request. In interferences, the time for filing a 
cross-appeal or cross-action expires: 


(i) 14 days after service of the notice of appeal or the summons 
and complaint; or 


(ii) Two months after the date of decision of the Board of Patent 
Appeals and Interferences, whichever is later. 
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88. Section 1.312 is amended by revising paragraph (b) to read as 
follows: 


§ 1.312 Amendments after allowance. 
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(b) Any amendment pursuant to paragraph (a) of this section 
filed after the date the issue fee is paid must be accompanied by a 
petition including the fee set forth in § 1.17(i) and a showing of 
good and sufficient reasons why the amendment is necessary and 
was not earlier presented. For reissue applications, see § 1.175(b), 
which requires a supplemental oath or declaration to accompany 
the amendment. 


89. Section 1.316 is revised to read as follows: 
§ 1.316 Application abandoned for failure to pay issue fee. 


If the issue fee is not paid within three months from the date of the 
notice of allowance, the application will be regarded as aban- 
doned. Such an abandoned application will not be considered as 
pending before the Patent and Trademark Office. 


90. Section 1.317 is revised to read as follows: 


§ 1.317 Lapsed patents; delayed payment of balance of issue 
fee. 


If the issue fee paid is the amount specified in the notice of 
allowance, but a higher amount is required at the time the issue fee 
is paid, any remaining balance of the issue fee is to be paid within 
three months from the date of notice thereof and, if not paid, the 
patent will! lapse at the termination of the three-month period. 


91. Section 1.318 is removed and reserved. 

§ 1.318 [Reserved] 

92. Section 1.324 is revised to read as follows: 
§ 1.324 Correction of inventorship in patent. 


(a) Whenever through error a person is named in an issued 
patent as the inventor, or through error an inventor is not named in 
an issued patent and such error arose without any deceptive 
intention on his or her part, the Commissioner may, on petition, or 
on order of a court before which such matter is called in question, 
issue a Certificate naming only the actual inventor or inventors. A 
petition to correct inventorship of a patent involved in an interfer- 
ence must comply with the requirements of this section and must 
be accompanied by a motion under § 1.634. 


(b) Any petition pursuant to paragraph (a) of this section must 
be accompanied by: 


(1) A statement from each person who is being added as an 
inventor and from each person who is being deleted as an inventor 
that the inventorship error occurred without any deceptive inten- 
tion on his or her part; 


(2) A statement from the current named inventors who have not 
submitted a statement under paragraph (b)(1) of this section either 
agreeing to the change of inventorship or stating that they have no 
disagreement in regard to the requested change; 


(3) A statement from all assignees of the parties submitting a 
statement under paragraphs (b)(1) and (b)(2) of this section 
agreeing to the change of inventorship in the patent, which 
statement must comply with the requirements of § 3.73(b); and 


(4) The fee set forth in § 1.20(b). 
3. Section 1.352 is removed and reserved. 
§ 1.352 [Reserved] 


94. Section 1.366 is amended by revising paragraphs (b) through 
(d) to read as follows: 
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§ 1.366 Submission of maintenance fees. 
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(b) A maintenance fee and any necessary surcharge submitted 
for a patent must be submitted in the amount due on the date the 
maintenance fee and any necessary surcharge are paid. A mainte- 
nance fee or surcharge may be paid in the manner set forth in § 
1.23 or by an authorization to charge a deposit account established 
pursuant to § 1.25. Payment of a maintenance fee and any 
necessary surcharge or the authorization to charge a deposit 
account must be submitted within the periods set forth in § 
1.362(d), (e), or (f). Any payment or authorization of maintenance 
fees and surcharges filed at any other time will not be accepted and 
will not serve as a payment of the maintenance fee except insofar 
as a delayed payment of the maintenance fee is accepted by the 
Commissioner in an expired patent pursuant to a petition filed 
under § 1.378. Any authorization to charge a deposit account must 
authorize the immediate charging of the maintenance fee and any 
necessary surcharge to the deposit account. Payment of less than 
the required amount, payment in a manner other than that set forth 
§ 1.23, or in the filing of an authorization to charge a deposit 
account having insufficient funds will not constitute payment of a 
maintenance fee or surcharge on a patent. The procedures set forth 
in § 1.8 or § 1.10 may be utilized in paying maintenance fees and 
any necessary surcharges. 


(c) In submitting maintenance fees and any necessary sur- 
charges, identification of the patents for which maintenance fees 
are being paid must include the following: 


(1) The patent number; and 


(2) The application number of the United States application for 
the patent on which the maintenance fee is being paid. 


(d) Payment of maintenance fees and any surcharges should 
identify the fee being paid for each patent as to whether it is the 3 
1/2, 7 1/2, or 11 1/2-year fee, whether small entity status is being 
changed or claimed, the amount of the maintenance fee and any 
surcharge being paid, and any assigned customer number. If the 
maintenance fee and any necessary surcharge is being paid on a 
reissue patent, the payment must identify the reissue patent by 
reissue patent number and reissue application number as required 
by paragraph (c) of this section and should also include the 
original patent number. 
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95. Section 1.377 is amended by revising paragraph (c) to read as 
follows: 


§ 1.377 Review of decision refusing to accept and record 
payment of a maintenance fee filed prior to expiration of 
patent. 


Fe 4 
(c) any petition filed under this section must comply with the 
requirements of § 1.181(b) and must be signed by an attorney or 


agent registered to practice before the Patent and Trademark 
Office, or by the patentee, the assignee, or other party in interest. 


96. Section 1.378 is amended by revising paragraph (d) to read as 
follows: 


§ 1.378 Acceptance of delayed payment of maintenance fee in 
expired patent to reinstate patent. 
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(d) Any petition under this section must be signed by an attorney 
or agent registered to practice before the Patent and Trademark 
Office, or by the patentee, the assignee, or other party in interest. 
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97. Section 1.425 is revised to read as follows: 
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§ 1.425 Filing by other than inventor. 


Where an international application which designates the United 
States of America is filed and where one or more inventors refuse 
to sign the Request for the international application or cannot be 
found or reached after diligent effort, the Request need not be 
signed by such inventor if it is signed by another applicant. Such 
international application must be accompanied by a statement 
explaining to the satisfaction of the Commissioner the lack of the 
signature concerned. 


98. Section 1.484 is amended by revising paragraphs (d) through 
(f) to read as follows: 


§ 1.484 Conduct of international preliminary examination. 
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(d) The International Preliminary Examining Authority will 
establish a written opinion if any defect exists or if the claimed 
invention lacks novelty, inventive step or industrial applicability 
and will set a non-extendable time limit in the written opinion for 
the applicant to reply. 


(e) If no written opinion under paragraph (d) of this section is 
necessary, or after any written opinion and the reply thereto or the 
expiration of the time limit for reply to such written opinion, an 
international preliminary examination report will be established by 
the International Preliminary Examining Authority. Ore copy will 
be submitted to the International Bureau and one copy will be 
submitted to the applicant. 


(f) An applicant will be permitted a personal or telephone 
interview with the examiner, which must be conducted during the 
non-extendable time limit for reply by the applicant to a written 
opinion. Additional interviews may be conducted where the 
examiner determines that such additional interviews may be 
helpful to advancing the international preliminary examination 
procedure. A summary of any such personal or telephone interview 
must be filed by the applicant as a part of the reply to the written 
opinion or, if applicant files no reply, be made of record in the file 
by the examiner. 


99. Section 1.485 is amended by revising paragraph (a) to read as 
follows: 


§ 1.485 Amendments by applicant during international pre- 
liminary examination. 


(a) The applicant may make amendments at the time of filing of 
the Demand and within the time limit set by the International 
Preliminary Examining Authority for reply to any notification 
under § 1.484(b) or to any written opinion. Any such amendments 
must: 


(1) Be made by submitting a replacement sheet for every sheet 
of the application which differs from the sheet it replaces unless an 
entire sheet is cancelled; and 


(2) Include a description of how the replacement sheet differs 
from the replaced sheet. 
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100. Section 1.488 is amended by revising paragraph (b)(3) to read 
as follows: 


§ 1.488 Determination of unity of invention before the Inter- 
national Preliminary Examining Authority. 
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(3) If applicant fails to restrict the claims or pay additional fees 
within the time limit set for reply, the International Preliminary 
Examining Authority will issue a written opinion and/or establish 
an international preliminary examination report on the main 
invention and shall indicate the relevant facts in the said report. In 
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case of any doubt as to which invention is the main invention, the 
invention first mentioned in the claims and previously searched by 
an International Searching Authority shall be considered the main 
invention. 
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101. Section 1.492 is amended by adding a new paragraph (g) to 
read as follows: 


§ 1.492 National stage fees. 
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(g) If the additional fees required by paragraphs (b), (c), and (d) 
are not paid on presentation of the claims for which the additional 
fees are due, they must be paid or the claims cancelled by 
amendment, prior to the expiration of the time period set for reply 
by the Office in any notice of fee deficiency. 


102. Section 1.494 is amended by revising paragraph (c) to read as 
follows: 


§ 1.494 Entering the national stage in the United States of 
America as a Designated Office. 
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(c) If applicant complies with paragraph (b) of this section 
before expiration of 20 months from the priority date but omits: 


(1) A translation of the international application, as filed, into 
the English language, if it was originally filed in another language 
(35 U.S.C. 371(c)(2)); and/or 


(2) The oath or declaration of the inventor (35 U.S.C. 371(c)(4); 
see § 1.497), applicant will be so notified and given a period of 
time within which to file the translation and/or oath or declaration 
in order to prevent abandonment of the application. The payment 
of the processing fee set forth in § 1.492(f) is required for 
acceptance of an English translation later than the expiration of 20 
months after the priority date. The payment of the surcharge set 
forth in § 1.492(e) is required for acceptance of the oath or 
declaration of the inventor later than the expiration of 20 months 
after the priority date. A copy of the notification mailed to 
applicant should accompany any reply thereto submitted to the 
Office. 
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103. Section 1.495 is amended by revising paragraph (c) to read as 
follows: 


§ 1.495 Entering the national stage in the United States of 
America as an Elected Office. 
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(c) If applicant complies with paragraph (b) of this section 
before expiration of 30 months from the priority date but omits: 


(1) A translation of the international application, as filed, into 
the English language, if it was originally filed in another language 
(35 U.S.C. 371(c)(2)); and/or 


(2) The oath or declaration of the inventor (35 U.S.C. 371(c)(4); 
see§ 1.497), applicant will be so notified and given a period of 
time within which to file the translation and/or oath or declaration 
in order to prevent abandonment of the application. The payment 
of the processing fee set forth in § 1.492(f) is required for 
acceptance of an English translation later than the expiration of 30 
months after the priority date. The payment of the surcharge set 
forth in § 1.492(e) is required for acceptance of the oath or 
declaration of the inventor later than the expiration of 30 months 
after the priority date. A copy of the notification mailed to 
applicant should accompany any reply there to submitted to the 
Office. 


ke KE 
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104. Section 1.510 is amended by revising paragraph (e) to read as 
follows: 


§ 1.510 Request for reexamination. 


** ke * 


(e) A request filed by the patent owner may include a proposed 
amendment in accordance with § 1.530(d). 


105. Section 1.530 is amended by removing paragraph (e) and 
revising its heading and paragraph (d) to read as follows: 


§ 1.530 Statement; amendment by patent owner. 


(d) Amendments in reexamination proceedings. Amendments in 
reexamination proceedings are made by filing a paper, in compli- 
ance with paragraph (d)(5) of this section, directing that specified 
amendments be made. 


(1) Specification other than the claims. Amendments to the 
specification, other than to the claims, may only be made as 
follows: 


(i)Amendments must be made by submission of the entire text 
of a newly added or rewritten paragraph(s) with markings pursuant 
to paragraph (d)(1)(iii) of this section, except that an entire 
paragraph may be deleted by a statement deleting the paragraph 
without presentation of the text of the paragraph. 


(ii) The precise point in the specification must be indicated 
where the paragraph to be amended is located. 


(iii) Underlining below the subject matter added to the patent 
and brackets around the subject matter deleted from the patent are 
to be used to mark the amendments being made. 


(2) Claims. Amendments to the claims may only be made as 
follows: 


(i(A) The amendment must be made relative to the patent 
claims in accordance with paragraph (d)(8) of this section and 
must include the entire text of each claim which is being proposed 
to be amended by the current amendment and each proposed new 
claim being added by the current amendment with markings 
pursuant to paragraph (d)(2)(i(C) of this section, except that a 
patent claim or previously proposed new claim should be can- 
celled by a statement cancelling the patent claim or proposed new 
claim without presentation of the text of the patent claim or 
proposed new claim. 


(B) Patent claims must not be renumbered and the numbering of 
any new claims proposed to be added to the patent must follow the 
number of the highest numbered patent claim. 


(C) Underlining below the subject matter added to the patent 
and brackets around the subject matter deleted from the patent are 
to be used to mark the amendments being made. If a claim is 
amended pursuant to paragraph (d)(2)(i(A) of this section, a 
parenthetical expression “amended,” “twice amended,” etc., 
should follow the original claim number. 


(ii) Each amendment submission must set forth the status (i.e., 
pending or cancelled) as of the date of the amendment, of all patent 
claims and of all new claims currently or previously proposed. 


(iii) Each amendment, when submitted for the first time, must be 
accompanied by an explanation of the support in the disclosure of 
the patent for the amendment along with any additional comments 
on page(s) separate from the page(s) containing the amendment. 
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(3) No amendment may enlarge the scope of the claims of the 
patent or introduce new matter. No amendment may be proposed 
for entry in an expired patent. Moreover, no amendment will be 
incorporated into the patent by certificate issued after the expira- 
tion of the patent. 


(4) Although the Office actions will treat proposed amendments 
as though they have been entered, the proposed amendments will 
not be effective until the reexamination certificate is issued. 


(5) The form of amendments other than to the patent drawings 
must be in accordance with the following requirements. All 
amendments must be in the English language and must be legibly 
written either by a typewriter or mechanical printer in at least 11] 
point type in permanent dark ink or its equivalent in portrait 
orientation on flexible, strong, smooth, non-shiny, durable, white 
paper. All amendments must be presented in a form having 
sufficient clarity and contrast between the paper and the writing 
thereon to permit the direct reproduction of readily legible copies 
in any number by use of photographic, electrostatic, photo-offset, 
and microfilming processes and electronic reproduction by use of 
digital imaging or optical character recognition. If the amendments 
are not of the required quality, substitute typewritten or mechani- 
cally printed papers of suitable quality will be required. The 
papers, including the drawings, must have each page plainly 
written on only one side of a sheet of paper. The sheets of paper 
must be the same size and either 21.0 cm. by 29.7 cm. (DIN 
sizeA4) or 21.6 cm. by 27.9 cm. (8 and 1/2 by 11 inches). Each 
sheet must include a top margin of at least 2.0 cm. (3/4 inch), a left 
side margin of at least 2.5 cm. (1 inch), a right side margin of at 
least 2.0 cm. (3/4 inch), and a bottom margin of at least 2.0 cm. 
(3/4 inch), and no holes should be made in the sheets as submitted. 
The lines must be double spaced, or one and one-half spaced. The 
pages must be numbered consecutively, starting with 1, the 
numbers being centrally located, preferably below the text, or 
above the text. 


(6) Drawings. 


(i) The original patent drawing sheets may not be altered. Any 
proposed change to the patent drawings must be by way of a new 
sheet of drawings with the amended figures identified as 
“amended” and with added figures identified as “new” for each 
sheet change submitted in compliance with § 1.84. 


(ii) Where a change to the drawings is desired, a sketch in 
permanent ink showing proposed changes in red, to become part of 
the record, must be filed for approval by the examiner and should 
be in a separate paper. 


(7) The disclosure must be amended, when required by the 
Office, to correct inaccuracies of description and definition and to 
secure substantial correspondence between the claims, the remain- 
der of the specification, and the drawings. 


(8) All amendments to the patent must be made relative to the 
patent specification, including the claims, and drawings, which is 
in effect as of the date of filing of the request for reexamination. 


106. Section 1.550 is amended by revising paragraphs (a), (b) and 
(e) to read as follows: 


§ 1.550 Conduct of reexamination proceedings. 


(a) All reexamination proceedings, including any appeals to the 
Board of Patent Appeals and Interferences, will be conducted with 
special dispatch within the Office. After issuance of the reexami- 
nation order and expiration of the time for submitting any 
responses thereto, the examination will be conducted in accor- 
dance with §§ 1.104, 1.110 through 1.113 and 1.116, and will 
result in the issuance of a reexamination certificate under § 1.570. 


(b) The patent owner will be given at least thirty days to respond 
to any Office action. Such response may include further statements 
in response to any rejections or proposed amendments or new 
claims to place the patent in a condition where all claims, if 
amended as proposed, would be patentable. 
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(e) The reexamination requester will be sent copies of Office 
actions issued during the reexamination proceeding. After filing of 
a request for reexamination by a third party requester, any 
document filed by either the patent owner or the third party 
requester must be served on the other party in the reexamination 
proceeding in the manner provided by § 1.248. The document must 
reflect service or the document may be refused consideration by 
the Office. 


(1) The active participation of the reexamination requester ends 
with the reply pursuant to § 1.535, and no further submissions on 
behalf of the reexamination requester will be acknowledged or 
considered. Further, no submissions on behalf of any third parties 
will be acknowledged or considered unless such submissions are: 


(i) In accordance with § 1.510; or 


(ii) Entered in the patent file prior to the date of the order to 
reexamine pursuant to § 1.525. 


(2) Submissions by third parties, filed after the date of the order 
to reexamine pursuant to § 1.525, must meet the requirements of 
and will be treated in accordance with § 1.501(a). 


107. Section 1.770 is revised to read as follows: 


§ 1.770 Express withdrawal of application for extension of 
patent term. 


An application for extension of patent term may be expressly 
withdrawn before a determination is made pursuant to § 1.750 by 
filing in the Office, in duplicate, a written declaration of with- 
drawal signed by the owner of record of the patent or its agent. An 
application may not be expressly withdrawn after the date permit- 
ted for reply to the final determination on the application. An 
express withdrawal pursuant to this section is effective when 
acknowledged in writing by the Office. The filing of an express 
withdrawal pursuant to this section and its acceptance by the Office 
does not entitle applicant to a refund of the filing fee (§ 1.20(j)) or 
any portion thereof. 


108. Section 1.785 is amended by revising paragraph (d) to read as 
follows: 


§ 1.785 Multiple applications for extension of term of the same 
patent or of different patents for the same regulatory review 
period for a product. 
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(d) An application for extension shall be considered complete 
and formal regardless of whether it contains the identification of 
the holder of the regulatory approval granted with respect to the 
regulatory review period. When an application contains such 
information, or is amended to contain such information, it will be 
considered in determining whether an application is eligible for an 
extension under this section. A request may be made of any 
applicant to supply such information within a non-extendable 
period of not less than one month whenever multiple applications 
for extension of more than one patent are received and rely upon 
the same regulatory review period. Failure to provide such 
information within the period for reply set shall be regarded as 
conclusively establishing that the applicant is not the holder of the 
regulatory approval. 
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109. Section 1.804 is amended by revising paragraph (b) to read as 
follows: 


§ 1.804 Time of making an original deposit. 
se#e ee * 
(b) When the original deposit is made after the effective filing 


date of an application for patent, the applicant must promptly 
submit a statement from a person in a position to corroborate the 
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fact, stating that the biological material which is deposited is a 
biological material specifically identified in the application as 
filed. 


110. Section 1.805 is amended by revising paragraph (c) to read as 
follows: 


§ 1.805 Replacement or supplement of deposit. 
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(c) A request for a certificate of correction under this section 
shall not be granted unless the request is made promptly after the 
replacement or supplemental deposit has been made and the 
request: 


(1) Includes a statement of the reason for making the replace- 
ment or supplemental deposit; 


(2) Includes a statement from a person in a position to 
corroborate the fact, and stating that the replacement or supple- 
mental deposit is of a biological material which is identical to that 
originally deposited; 


(3) Includes a showing that the patent owner acted diligently -- 


(i) In the case of a replacement deposit, in making the deposit 
after receiving notice that samples could no longer be furnished 
from an earlier deposit; or 


(ii) In the case of a supplemental deposit, in making the deposit 
after receiving notice that the earlier deposit had become contami- 
nated or had lost its capability to function as described in the 
specification; 


(4) Includes a statement that the term of the replacement or 
supplemental deposit expires no earlier than the term of the deposit 
being replaced or supplemented; and 


(5) Otherwise establishes compliance with these regulations. 
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PART 3 - ASSIGNMENT, RECORDING AND RIGHTS OF 
ASSIGNEE 


111. The authority citation for 37 CFR Part 3 continues to read as 
follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6. 
112. Section 3.11 is revised to read as follows: 
§ 3.11 Documents which will be recorded. 


(a) Assignments of applications, patents, and registrations, 
accompanied by completed cover sheets as specified in §§ 3.28 
and 3.31, will be recorded in the Office. Other documents, 
accompanied by completed cover sheets as specified in §§ 3.28 
and 3.31, affecting title to applications, patents, or registrations, 
will be recorded as provided in this part or at the discretion of the 
Commissioner. 


(b) Executive Order 9424 of February 18, 1944 (9 FR 1959, 3 
CFR 1943-1948 Comp., p. 303) requires the several departments 
and other executive agencies of the Government, including Gov- 
ernment-owned or Government-controlled corporations, to for- 
ward promptly to the Commissioner of Patents and Trademarks for 
recording all licenses, assignments, or other interests of the 
Government in or under patents or patent applications. Assign- 
ments and other documents affecting title to patents or patent 
applications and documents not affecting title to patents or patent 
applications required by Executive Order 9424 to be filed will be 
recorded as provided in this part. 


113. Section 3.21 is revised to read as follows: 
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§ 3.21 Identification of patents and patent applications. 


An assignment relating to a patent must identify the patent by the 
patent number. An assignment relating to a national patent 
application must identify the national patent application by the 
application number (consisting of the series code and the serial 
number, e.g., 07/123,456). An assignment relating to an interna- 
tional patent application which designates the United States of 
America must identify the international application by the inter- 
national application number (e.¢., PCT/US90/01234). If an assign- 
ment of a patent application filed under § 1.53(b) is executed 
concurrently with, or subsequent to, the execution of the patent 
application, but before the patent application is filed, it must 
identify the patent application by its date of execution, name of 
each inventor, and title of the invention so that there can be no 
mistake as to the patent application intended. If an assignment of 
a provisional application under § 1.53(c) is executed before the 
provisional application is filed, it must identify the provisional 
application by name of each inventor and title of the invention so 
that there can be no mistake as to the provisional application 
intended. 


114. Section 3.26 is revised to read as follows: 
§ 3.26 English language requirement. 


The Office will accept and record non-English language docu- 
ments only if accompanied by an English translation signed by the 
individual making the translation. 


115. Section 3.27 is revised to read as follows: 


§ 3.27 Mailing address for submitting documents to be re- 
corded. 


(a) Except as provided in paragraph (b) of this section, docu- 
ments and cover sheets to be recorded should be addressed to the 
Commissioner of Patents and Trademarks, Box Assignment, 
Washington, D.C. 20231, unless they are filed together with new 
applications or with a petition under § 3.81(b). 


(b) A document required by Executive Order 9424 to be filed 
which does not affect title and is so identified in the cover sheet 
(see § 3.31(c)(2)) must be addressed and mailed to the Commis- 
sioner of Patents and Trademarks, Box Government Interest, 
Washington, D.C. 20231. 


116. Section 3.31 is amended by adding paragraph (c) to read as 
follows: 


§ 3.31 Cover sheet content. 


**e eK * 


(c) Each patent cover sheet required by § 3.28 seeking to record 
a governmental interest as provided by § 3.11(b) must: 


(1) Indicate that the document is to be recorded on the 
Governmental Register, and, if applicable, that the document is to 
be recorded on the Secret Register (see § 3.58); and 


(2) Indicate, if applicable, that the document to be recorded is 
not a document affecting title (see § 3.41(b)). 


117. Section 3.41 is revised to read as follows: 
§ 3.41 Recording fees. 


(a) All requests to record documents must be accompanied by 
the appropriate fee. Except as provided in paragraph (b) of this 
section, a fee is required for each application, patent and registra- 
tion against which the document is recorded as identified in the 
cover sheet. The recording fee is set in § 1.21(h) of this chapter for 
patents and in § 2.6(q) of this chapter for trademarks. 


(b) No fee is required for each patent application and patent 
against which a document required by Executive Order 9424 is to 
be filed if: 
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(1) The document does not affect title and is so identified in the 
cover sheet (see § 3.31(c)(2)); and 


(2) The document and cover sheet are mailed to the Office in 
compliance with § 3.27(b). 


118. Section 3.51 is revised to read as follows: 
§ 3.51 Recording date. 


The date of recording of a document is the date the document 
meeting the requirements for recording set forth in this part is filed 
in the Office. A document which does not comply with the 
identification requirements of § 3.21 will not be recorded. Docu- 
ments not meeting the other requirements for recording, for 
example, a document submitted without a completed cover sheet 
or without the required fee, will be returned for correction to the 
sender where a correspondence address is available. The returned 
papers, stamped with the original date of receipt by the Office, will 
be accompanied by a letter which will indicate that if the returned 
papers are corrected and resubmitted to the Office within the time 
specified in the letter, the Office will consider the original date of 
filing of the papers as the date of recording of the document. The 
procedure set forth in § 1.8 or § 1.10 of this chapter may be used 
for resubmissions of returned papers to have the benefit of the date 
of deposit in the United States Postal Service. If the returned 
papers are not corrected and resubmitted within the specified 
period, the date of filing of the corrected papers will be considered 
to be the date of recording of the document. The specified period 
to resubmit the returned papers will not be extended. 


119. Section 3.58 is added to read as follows: 
§ 3.58 Governmental registers. 


(a) The Office will maintain a Departmental Register to record 
governmental interests required to be recorded by Executive Order 
9424. This Departmental Register will not be open to public 
inspection but will be available for examination and inspection by 
dulyauthorized representatives of the Government. Governmental 
interests recorded on the Departmental Register will be available 
for public inspection as provided in § 1.12. 


(b) The Office will maintain a Secret Register to record 
governmental interests required to be recorded by Executive Order 
9424. Any instrument to be recorded will be placed on this Secret 
Register at the request of the department or agency submitting the 
same. No information will be given concerning any instrument in 
such record or register, and no examination or inspection thereof or 
of the index thereto will be permitted, except on the written 
authority of the head of the department or agency which submitted 
the instrument and requested secrecy, and the approval of such 
authority by the Commissioner of Patents and Trademarks. No 
instrument or record other than the one specified may be exam- 
ined, and the examination must take place in the presence of a 
designated official of the Patent and Trademark Office. When the 
department or agency which submitted an instrument no longer 
requires secrecy with respect to that instrument, it must be 
recorded anew in the Departmental Register. 


120. The undesignated center heading in Part 3 - Assignment, 
Recording and Rights of Assignee, following § 3.61 is revised to 
read as follows: 


ACTION TAKEN BY ASSIGNEE 


121. Section 3.73 is amended by revising its heading and para- 
graph (b) to read as follows: 


§ 3.73 Establishing right of assignee to take action. 
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(b) When an assignee seeks to take action in a matter before the 
Office with respect to a patent application, trademark application, 
patent, registration, or reexamination proceeding, the assignee 
must establish its ownership of the property to the satisfaction of 
the Commissioner. Ownership is established by submitting to the 
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Office, in the Office file related to the matter in which action is 
sought to be taken, documentary evidence of a chain of title from 
the original owner to the assignee (e.g., copy of an executed 
assignment submitted forrecording) or by specifying (e.g., reel and 
frame number) where such evidence is recorded in the Office. The 
submission establishing ownership must be signed by a party 
authorized to act on behalf of the assignee. Documents submitted 
to establish ownership may be required to be recorded as a 
condition to permitting the assignee to take action in a matter 
pending before the Office. 


PART 5 - SECRECY OF CERTAIN INVENTIONS AND 
LICENSES TO EXPORT AND FILE APPLICATIONS IN 
FOREIGN COUNTRIES 


122. The authority citation for 37 CFR Part 5 continues to read as 
follows: 


Authority: 35 U.S.C. 6, 41, 181-188, as amended by the Patent 
Law Foreign Filing Amendments Act of 1988, Pub. L. 100-418, 
102 Stat. 1567; the Arms Export Control Act, as amended, 22 
U.S.C. 2751 et seq.; the Atomic Energy Act of 1954, as amended, 
42 U.S.C. 2011 et seq.; and the Nuclear Non-Proliferation Act of 
1978, 22 U.S.C. 3201 et seq.; and the delegations in the regulations 
under these Acts to the Commissioner (15 CFR 370.10(j), 22 CFR 
125.04, and 10 CFR 810.7). 


123. Section 5.1 and its heading are revised to read as follows: 


§ 5.1 Correspondence. All correspondence in connection with 
this part, including petitions, must be addressed to ‘‘Assistant 
Commissioner for Patents (Attention Licensing and Review), 
Washington, DC 20231.” 


124. Section 5.2 is amended by removing paragraphs (c) and (d) 
and revising paragraph (b)to read as follows: 


§ 5.2 Secrecy order. 
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(b) Any request for compensation as provided in 35 U.S.C. 183 
must not be made to the Patent and Trademark Office, but directly 
to the department or agency which caused the secrecy order to be 
issued. 


125. Section 5.3 is amended by revising paragraph (c) to read as 
follows: 


§ 5.3 Prosecution of application under secrecy orders; with- 
holding patent. 
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(c) When the national application is found to be in condition for 
allowance except for the secrecy order the applicant and the 
agency which caused the secrecy order to be issued will be 
notified. This notice (which is not a notice of allowance under § 
1.311 of this chapter) does not require reply by the applicant and 
places the national application in a condition of suspension until 
the secrecy order is removed. When the secrecy order is removed 
the Patent and Trademark Office will issue a notice of allowance 
under § 1.311 of this chapter, or take such other action as may then 
be warranted. 
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126. Section 5.4 is amended by revising paragraphs (a) and (d) to 
read as follows: 


§ 5.4 Petition for rescission of secrecy order. 
(a) A petition for rescission or removal of a secrecy order may 


be filed by, or on behalf of, any principal affected thereby. Such 
petition may be in letter form, and it must be in duplicate. 
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(d) Appeal to the Secretary of Commerce, as provided by 35 
U.S.C. 181, from a secrecy order cannot be taken until after a 
petition for rescission of the secrecy order has been made and 
denied. Appeal must be taken within sixty days from the date of 
the denial, and the party appealing, as well as the department or 
agency which caused the order to be issued, will be notified of the 
time and place of hearing. 


127. Section 5.5 is amended by revising paragraphs (b) and (e) to 
read as follows: 


§ 5.5 Permit to disclose or modification of secrecy order. 


** ** * 


(b) Petitions for a permit or modification must fully recite the 
reason or purpose for the proposed disclosure. Where any pro- 
posed disclosee is known to be cleared by a defense agency to 
receive classified information, adequate explanation of such clear- 
ance should be made in the petition including the name of the 
agency or department granting the clearance and the date and 
degree thereof. The petition must be filed in duplicate. 
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(e) Organizations requiring consent for disclosure of applica- 
tions under secrecy order to persons or organizations in connection 
with repeated routine operation may petition for such consent in 
the form of a general permit. To be successful such petitions must 
ordinarily recite the security clearance status of the disclosees as 
sufficient for the highest classification of material that may be 
involved. 


128. Section 5.6 is removed and reserved. 
§ 5.6 [Reserved] 
129. Section 5.7 is removed and reserved. 
§ 5.7 [Reserved] 
130. Section 5.8 is removed and reserved. 
§ 5.8 [Reserved] 


131. Section 5.11 is amended by revising paragraphs (b), (c) and 
(e)(3) to read as follows: 


§ 5.11 License for filing in a foreign country an application on 
an invention made in the United States or for transmitting 
international application. 
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(b) The license from the Commissioner of Patents and Trade- 
marks referred to in paragraph (a) would also authorize the export 
of technical data abroad for purposes relating to the preparation, 
filing or possible filing and prosecution of a foreign patent 
application without separately complying with the regulations 
contained in 22 CFR Parts 121 through 130 (International Traffic 
in Arms Regulations of the Department of State), 15 CFR Part 779 
(Regulations of the Office of Export Administration, International 
Trade Administration, Department of Commerce) and 10 CFR Part 
810 (Foreign Atomic Energy Programs of the Department of 
Energy). 


(c) Where technical data in the form of a patent application, or 
in any form, is being exported for purposes related to the 
preparation, filing or possible filing and prosecution of a foreign 
patent application, without the license from the Commissioner of 
Patents and Trademarks referred to in paragraphs (a) or (b) of this 
section, Or on an invention not made in the United States, the 
export regulations contained in 22 CFR Parts 120 through 130 
(International Traffic in Arms Regulations of the Department of 
State), 15 CFR Parts 768-799 (Export Administration Regulations 
of the Department of Commerce) and 10 CFR Part 810 (Assistance 
to Foreign Atomic Energy Activities Regulations of the Depart- 
ment of Energy) must be complied with unless a license is not 
required because a United States application was on file at the time 
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of export for at least six months without a secrecy order under § 
5.2 being placed thereon. The term “exported” means export as it 
is defined in 22 CFR Part 120, 15 CFR Part 779 and activities 
covered by 10 CFR Part 810. 
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(3) For subsequent modifications, amendments and supplements 
containing additional subject matter to, or divisions of, a foreign 
patent application if: 


(i) A license is not, or was not, required under paragraph (e)(2) 
of this section for the foreign patent application; 


(ii) The corresponding United States application was not re- 
quired to be made available for inspection under 35 U.S.C. 181; 
and 


(iii) Such modifications, amendments, and supplements do not, 
or did not, change the general nature of the invention in a manner 
which would require any corresponding United States application 
to be or have been available for inspection under 35 U.S.C. 181. 


xk eK 

132. Section 5.12 is amended by revising paragraph (b) to read as 
follows: 

§ § 5.12 Petition for license. 
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(b) Petitions for license should be presented in letter form, and 
must include the petitioner’s address and full instructions for 
delivery of the requested license when it is to be delivered to other 
than the petitioner. If expedited handling of the petition under this 


paragraph is sought, the petition must also include the fee set forth 
in § 1.17(h). 


133. Section 5.13 is revised to read as follows: 


§ 5.13 Petition for license; no corresponding application. 


If no corresponding national or international application has been 
filed in the United States, the petition for license under § 5.12(b) 
must also be accompanied by a legible copy of the material upon 
which a license is desired. This copy will be retained as a measure 
of the license granted. 


134. Section 5.14 is amended by revising paragraph (a) to read as 
follows: 


§ § 5.14 Petition for license; corresponding U.S. application. 


(a) When there is a corresponding United States application on 
file, a petition for license under § 5.12(b) must also identify this 
application by application number, filing date, inventor, and title, 
but a copy of the material upon which the license is desired is not 
required. The subject matter licensed will be measured by the 
disclosure of the United States application. 
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135. Section 5.15 is amended by revising paragraph (a), (b), (c) 
and (e) to read as follows: 


§ 5.15 Scope of license. 


(a) Applications or other materials reviewed pursuant to §§ 5.12 
through 5.14, which were not required to be made available for 
inspection by defense agencies under 35 U.S.C. 181, will be 
eligible for a license of the scope provided in this paragraph. This 
license permits subsequent modifications, amendments, and 
supplements containing additional subject matter to, or divisions 
of, a foreign patent application, if such changes to the application 
do not alter the general nature of the invention in a manner which 
would require the United States application to have been made 
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available for inspection under 35 U.S.C. 181. Grant of this license 
authorizing the export and filing of an application in a foreign 
country or the transmitting of an international application to any 
foreign patent agency or international patent agency when the 
subject matter of the foreign or international application corre- 
sponds to that of the domestic application. This license includes 
authority: 


(1) To export and file all duplicate and formal! application papers 
in foreign countries or with international agencies; 


(2) To make amendments, modifications, and supplements, 
including divisions, changes or supporting matter consisting of the 
illustration, exemplification, comparison, or explanation of subject 
matter disclosed in the application; and 


(3) To take any action in the prosecution of the foreign or 
international application provided that the adding of subject matter 
or taking of any action under paragraphs (a)(1) or (2) of this 
section does not change the general nature of the invention 
disclosed in the application in a manner which would require such 
application to have been made available for inspection under 35 
U.S.C. 181 by including technical data pertaining to: 


(i) Defense services or articles designated in the United States 
Munitions List applicable at the time of foreign filing, the 
unlicensed exportation of which is prohibited pursuant to the Arms 
Export Control Act, as amended, and 22 CFR Parts 121 through 
130; or 


(ii) Restricted Data, sensitive nuclear technology or technology 
useful in the production or utilization of special nuclear material or 
atomic energy, dissemination of which is subject to restrictions of 
the Atomic Energy Act of 1954, as amended, and the Nuclear 
Non-Proliferation Act of 1978, as implemented by the regulations 
for Unclassified Activities in Foreign Atomic Energy Programs, 10 
CFR Part 810, in effect at the time of foreign filing. 


ke KKH 


(b) Applications or other materials which were required to be 
made available for inspection under 35 U.S.C. 181 will be eligible 
for a license of the scope provided in this paragraph. Grant of this 
license authorizes the export and filing of an application in a 
foreign country or the transmitting of an international application 
to any foreign patent agency or international patent agency. 
Further, this license includes authority to export and file all 
duplicate and formal papers in foreign countries or with foreign 
and international patent agencies and to make amendments, 
modifications, and supplements to, file divisions of, and take any 
action in the prosecution of the foreign or international application, 
provided subject matter additional to that covered by the license is 
not involved. 


(c) A license granted under § 5.12(b) pursuant to § 5.13 or § 5.14 
shall have the scope indicated in paragraph (a) of this section, if it 
is so specified in the license. A petition, accompanied by the 
required fee (§ 1.17(h)), may also be filed to change a license 
having the scope indicated in paragraph (b) of this section to a 
license having the scope indicated in paragraph (a) of this section. 
No such petition will be granted if the copy of the material filed 
pursuant to § 5.13 or any corresponding United States application 
was required to be made available for inspection under 35 U.S.C. 
181. The change in the scope of a license will be effective as of the 
date of the grant of the petition. 
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(e) Any paper filed abroad or transmitted to an international 
patent agency following the filing of a foreign or international 
application which changes the general nature of the subject matter 
disclosed at the time of filing in a manner which would require 
such application to have been made available for inspection under 
35 U.S.C. 181 or which involves the disclosure of subject matter 
listed in paragraphs (a)(3)(i) or (ii) of this section must be 
separately licensed in the same manner as a foreign or interna- 
tional application. Further, if no license has been granted under § 
§.12(a) on filing the corresponding United States application, any 
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paper filed abroad or with an international patent agency which 
involves the disclosure of additional subject matter must be 
licensed in the same manner as a foreign or international applica- 
tion. 


keKAK 


136. Section 5.16 is removed and reserved. 

§ 5.16 [Reserved] 

137. Section 5.17 is removed and reserved. 

§ 5.17 [Reserved] 

138. Section 5.18 is revised to read as follows: 

§ 5.18 Arms, ammunition, and impiements of war. 


(a) The exportation of technical data relating to arms, ammuni- 
tion, and implements of war generally is subject to the Interna- 
tional Traffic in Arms Regulations of the Department of State (22 
CFR Parts 120 through 130); the articles designated as arms, 
ammunitions, and implements of war are enumerated in the U.S. 
Munitions List (22 CFR Part 121). However, if a patent applicant 
complies with regulations issued by the Commissioner of Patents 
and Trademarks under 35 U.S.C. 184, no separate approval from 
the Department of State is required unless the applicant seeks to 
export technical data exceeding that used to support a patent 
application in a foreign country. This exemption from Department 
of State regulations is applicable regardless of whether a license 
from the Commissioner is required by the provisions of §§ 5.11 
and § 5.12 (22 CFR Part 125). 


(b) When a patent application containing subject matter on the 
Munitions List (22 CFR Part 121) is subject to a secrecy order 
under § 5.2 and a petition is made under § 5.5 for a modification 
of the secrecy order to permit filing abroad, a separate request to 
the Department of State for authority to export classified informa- 
tion is not required (22 CFR Part 125). 


139. Section 5.19 is revised to read as follows: 
§ 5.19. Export of technical data. 


(a) Under regulations (15 CFR 770.10(j)) established by the 
Department of Commerce, a license is not required in any case to 
file a patent application or part thereof in a foreign country if the 
foreign filing is in accordance with the regulations (§§ 5.11 
through 5.25) of the Patent and Trademark Office. 


(b) An export license is not required for data contained in a 
patent application prepared wholly from foreign-origin technical 
data where such application is being sent to the foreign inventor to 
be executed and returned to the United States for subsequent filing 
in the U.S. Patent and Trademark Office (15 CFR 779A.3(e)). 


140. Section 5.20 is revised to read as follows: 


§ 5.20 Export of technical data relating to sensitive nuclear 
technology. 


Under regulations (10 CFR 810.7) established by the United States 
Department of Energy, an application filed in accordance with the 
regulations (§§ 5.11 through 5.25) of the Patent and Trademark 
Office and eligible for foreign filing under 35 U.S.C. 184, is 
considered to be information available to the public in published 
form and a generally authorized activity for the purposes of the 
Department of Energy regulations. 


141. Section 5.25 is amended by removing paragraph (c). 


142. Section 5.31 is removed and reserved. 
§ 5.31 [Reserved] 


143. Section 5.32 is removed and reserved. 
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§ 5.32 [Reserved] 
144. Section 5.33 is removed and reserved. 
§ 5.33 [Reserved] 


PART 7 - REGISTER OF GOVERNMENT INTERESTS IN 
PATENTS 


145. Part 7 is removed and reserved. 
Part 7 [Reserved] 


PART 10 - REPRESENTATION OF OTHERS BEFORE THE 
PATENT AND TRADEMARK OFFICE 


146. The authority citation for 37 CFR Part 10 continues to read as 
follows: 


Authority: 5 U.S.C. 500, 15 U.S.C. 1123; 35 U.S.C. 6, 31, 32, 41. 
147. Section 10.18 and its heading are revised to read as follows: 


§ 10.18 Signature and certificate for correspondence filed in 
the Patent and Trademark Office. 


(a) For all documents filed in the Office in patent, trademark, 
and other non-patent matters, except for correspondence that is 
required to be signed by the applicant or party, each piece of 
correspondence filed by a practitioner in the Patent and Trademark 
Office must bear a signature, personally signed by such practitio- 
ner, in compliance with § 1.4(d)(1) of this chapter. 


(b) By presenting to the Office (whether by signing, filing, 
submitting, or later advocating) any paper, the party presenting 
such paper, whether a practitioner or non-practitioner, is certifying 
that -- 


(1) All statements made therein of the party’s own knowledge 
are true, all statements made therein on information and belief are 
believed to be true, and all statements made therein are made with 
the knowledge that whoever, in any matter within the jurisdiction 
of the Patent and Trademark Office, knowingly and willfully 
falsifies, conceals, or covers up by any trick, scheme, or device a 
material fact, or makes any false, fictitious or fraudulent state- 
ments or representations, or makes or uses any false writing or 
document knowing the same to contain any false, fictitious or 
fraudulent statement or entry, shall be subject to the penalties set 
forth under § 18 U.S.C. 1001, and that violations of this paragraph 
may jeopardize the validity of the application or document, or the 
validity or enforceability of any patent, trademark registration, or 
certificate resulting therefrom; and 


(2) To the best of the party’s knowledge, information and belief, 
formed after an inquiry reasonable under the circumstances, that-- 


(i) The paper is not being presented for any improper purpose, 
such as to harass someone or to cause unnecessary delay or 
needless increase in the cost of prosecution before the Office; 


(ii) The claims and other legal contentions therein are warranted 
by existing law or by a nonfrivolous argument for the extension, 
modification, or reversal of existing law or the establishment of 
new law; 


(iii) The allegations and other factual contentions have eviden- 
tiary support or, if specifically so identified, are likely to have 
evidentiary support after a reasonable opportunity for further 
investigation or discovery; and 


(iv) The denials of factual contentions are warranted on the 
evidence, or if specifically so identified, are reasonably based on a 
lack of information or belief. 


(c) Violations of paragraph (b)(1) of this section by a practitio- 
ner or non-practitionermay jeopardize the validity of the applica- 
tion or document, or the validity or enforceability of any patent, 
trademark registration, or certificate resulting therefrom. Viola- 
tions of any of paragraphs (b)(2)(i) through (iv) of this section are, 
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after notice and reasonable opportunity to respond, subject to such 
sanctions as deemed appropriate by the Commissioner, or the 
Commissioner’s designee, which may include, but are not limited 
to, any combination of -- 

(1) Holding certain facts to have been established; 

(2) Returning papers; 


(3) Precluding a party from filing a paper, or presenting or 
contesting an issue; 


(4) Imposing a monetary sanction; 


(5) Requiring a terminal disclaimer for the period of the delay; 


or 


(6) Terminating the proceedings in the Patent and Trademark 
Office. 


(d) Any practitioner violating the provisions of this section may 
also be subject to disciplinary action. See § 10.23(c)(15). 


148. Section 10.23 is amended by revising paragraph (c)(15) to 
read as follows: 


§ 10.23 Misconduct. 


*e eK 
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(15) Signing a paper filed in the Office in violation of the 
pro-visions of § 10.18 or making a scandalous or indecent 
statement in a paper filed in the Office. 
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September 26, 1997 BRUCE A. LEHMAN 


Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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Department of Commerce 
Patent and Trademark Office 
37 CFR Parts 1, 2, 5 and 10 

[Docket No. 951006247-6255-02] 
RIN 0651-AA70 


Communications with the Patent and Trademark Office 
Agency: Patent and Trademark Office, Commerce. 
Action: Final Rule. 


Summary: The Patent and Trademark Office (Office) is amending 
its rules of practice to (1) specify addresses for agency mail to 
expedite mail delivery, (2) define “Federal holiday within the 
District of Columbia,” (3) clarify and simplify procedures for 
filing papers and fees by “Express Mail,” and (4) remove certain 
exclusions from § 1.8(a)(2)(ii) to permit additional trademark 
documents to be considered timely filed if they are mailed or 
transmitted by the due date and in compliance with § 1.8(a)(1). 


Effective Date: December 2, 1996. 


For Further Information Contact: Lawrence E. Anderson (for 
patent-related matters) by telephone at (703) 305-9285, by elec- 
tronic mail at landerso@uspto.gov, or by mail to his attention 
addressed to the Assistant Commissioner for Patents, Box DAC, 
Washington, D.C. 20231; or Nancy L. Omelko (for trademark- 
related matters) by telephone at (703) 308-8910, extension 39, or 
by mail marked to her attention and addressed to the Assistant 
Commissioner for Trademarks, 2900 Crystal Drive, Arlington, 
Virginia 22202-3513. 


U.S. PATENT AND TRADEMARK OFFICE 


1243 TMOG 815 
(242) 


Supplementary information: In a Notice of Proposed Rulemaking 
published in the Federal Register at 57 FR 55691 (November 2, 
1995) and in the Patent and Trademark Office Official Gazette at 
1180 Off. Gaz. Pat. Office 122 (November 28, 1995), the Office 
proposed to change addresses for correspondence with the Office 
to reflect the creation of a mailroom site at the South Tower 
Building for processing most trademark-related mail; to distin- 
guish correspondence intended for organizations reporting to the 
Assistant Commissioner for Patents from other correspondence; to 
add a separate mailing address in the Office of the Solicitor for 
disciplinary matters; and to delete the requirement for a certificate 
of mailing by Express Mail from § 1.10(b). 

The following includes a discussion of the rules being changed, 
the reasons for those changes, and an analysis of the comments 
received in response to the Notice of Proposed Rulemaking. 


General Mailing Addresses 


The Office will now have three separate general mailing 
addresses: (1) Assistant Commissioner for Patents for correspon- 
dence processed by organizations reporting to the Assistant Com- 
missioner for Patents, except for patent documents sent to the 
Assignment Division for recordation and requests for certified and 
uncertified copies of patent documents, which should be addressed 
to the Commissioner of Patents and Trademarks; (2) Assistant 
Commissioner for Trademarks for all trademark-related mail, 
except for trademark documents sent to the Assignment Division 
for recordation and requests for certified and uncertified copies of 
trademark documents, which should be addressed to the Commis- 
sioner of Patents and Trademarks; and (3) Commissioner of 
Patents and Trademarks for all other correspondence. In addition, 
there will be separate mailing addresses in the Office of the 
Solicitor for certain disciplinary matters and cases involving 
pending litigation. These addresses are set forth and discussed 
below. 

Those who correspond with the Office are requested to use 
separate envelopes directed to the different areas. 


Patent-Related Mail 


Section |.1 is amended to provide for correspondence which is 
processed by organizations reporting to the Assistant Commis- 
sioner for Patents to be addressed to the “Assistant Commissioner 
for Patents, Washington, D.C. 20231.” The Office first announced 
the new address for patent-related mail in a notice entitled 
“Change of Address for Patent Applications and Patent Related 
Papers,” published in the Patents Official Gazette at 1173 Off. Gaz. 
Pat. Office 13 (April 4, 1995). 

This change will affect correspondence such as: patent applica- 
tions, responses to notices of informality, requests for extension of 
time, notices of appeal to the Board of Patent Appeals and 
Interferences (the Board), briefs in support of an appeal to the 
Board, requests for oral hearing before the Board, extensions of 
term of patent, requests for reexamination, statutory disclaimers, 
certificates of correction, petitions to the Commissioner, submis- 
sion of information disclosure statements, petitions to institute a 
public use proceeding, petitions to revive abandoned patent 
applications, and other correspondence related to patent applica- 
tions and patents which is processed by organizations reporting to 
the Assistant Commissioner for Patents. When patent-related 
documents are filed with a certificate of mailing, pursuant to § 1.8, 
the certificate of mailing should be completed with the new 
address: Assistant Commissioner for Patents, Washington, D.C. 
20231. 

Unless otherwise specified, correspondence not processed by 
organizations reporting to the Assistant Commissioner for Patents, 
such as communications with the Board (excluding Notices of 
Appeal and appeal briefs), patent services including patent copy 
sales, assignments, requests for lists of patents and SIRs in a 
subclass, requests for the status of maintenance fee payments, as 
well as patent practitioner enrollment matters including admission 
to examination, registration to practice, certificates of good stand- 
ing, and financial service matters including establishing a deposit 
account should continue to be addressed to the Commissioner of 
Patents and Trademarks, Washington, D.C. 20231. Documents to 
be recorded with the Assignment Division, except those filed with 
new applications, should be addressed to: Box Assignment, 
Commissioner of Patents and Trademarks, Washington, D.C. 
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20231. Orders for certified and uncertified copies of Office 
documents should be addressed to: Box 10, Commissioner of 
Patents and Trademarks, Washington, D.C. 20231. 

Special Office mail boxes as currently listed in each issue of the 
Patents Official Gazette should continue to be used to allow 
forwarding of particular types of mail to the appropriate areas as 
quickly as possible. Use of special box designations wiil facilitate 
the Office’s timely and accurate identification and processing of 
the designated correspondence. 

Checks should continue to be made payable to the Commis- 
sioner of Patents and Trademarks. 


Trademark-Related Mail 


Most trademark-related mail should be sent directly to the 
Trademark Operation at: Assistant Commissioner for Trademarks, 
2900 Crystal Drive, Arlington, Virginia 22202-3513. When trade- 
mark-related documents are filed with a certificate of mailing. 
pursuant to 1.8, the certificate of mailing should be completed with 
the new address: Assistant Commissioner for Trademarks, 2900 
Crystal Drive, Arlington, Virginia 22202-3513. Use of the correct 
address will avoid processing delays. Trademark documents to be 
recorded with the Assignment Division, except those filed with 
new applications, should be addressed to: Box Assignment, 
Commissioner of Patents and Trademarks, Washington, D.C. 
20231. Orders for certified and uncertified copies of trademark 
documents should be addressed to: Box 10, Commissioner of 
Patents and Trademarks, Washington, D.C. 20231. 

The Office announced the new address for trademark-related 
mail in a notice entitled “Change of Address for Trademark 
Applications and Trademark Related Papers,” published in the 
Federal Register at 59 FR 29275 (June 6, 1994) and in the 
Trademarks Official Gazette at 1163 Off. Gaz. Trademark Office 80 
(June 28, 1994) (republished at 1170 Off. Gaz. Pat. Office 303 
(January 3, 1995)). 

The Office will continue to maintain the special box designa- 
tions and FEE/NO FEE indicators for trademark mail as currently 
listed in each issue of the Trademarks Official Gazette. Use of the 
boxes is encouraged, to expedite processing of incoming mail. 

Checks should continue to be made payable to the Commis- 
sioner of Patents and Trademarks. 

Mail intended for the Trademark Trial and Appeal Board should 
be addressed to: Assistant Commissioner for Trademarks, 2900 
Crystal Drive, Arlington, Virginia 22202-3513, including BOX 
TTAB/FEE or BOX TTAB/NO FEE, whichever is applicable. 


Hand-Carried Correspondence 


All correspondence with the Office, except for communications 
relating to pending litigation as specified in amended § 
1.1(a)(3\(i), may continue to be filed directly at the Attorney's 
Window located in Room 1B03 of Crystal Plaza Building 2, 2011 
South Clark Place, Arlington, Virginia. Trademark-related papers 
may also be filed at the “walk-up” window located on the third 
floor of the South Tower Building, 2900 Crystal Drive, Arlington, 
Virginia. Hand delivery of trademark papers and fees directly to 
the South Tower Building is recommended, to expedite processing. 


Trademark Documents Filed With Certificates of Mailing or 
Transmission Under § 1.8 


The Office is amending § 1.8(a)(2) to remove the exclusions 
listed in § 1.8(a)(2)(1i)(B) through (F). This will permit the 
following trademark documents to be considered timely filed if 
they are mailed or transmitted by the due date and in compliance 
with § 1.8(a)(1): (1) affidavits of continued use or excusable 
non-use, under 15 U.S.C. 1058; (2) renewal applications, under 15 
U.S.C. 1059; (3) amendments to allege use, under 15 U.S.C. 
105 l(c); (4) statements of use, under 15 U.S.C. 1051(d)(1); (5) 
requests for extensions of time to file a statement of use, under 15 
U.S.C. 1051(d)(2); and (6) petitions to cancel registered marks, 
under 15 U.S.C. 1064. This change is intended to make filing 
easier and less expensive because a significantly larger number of 
documents will be considered timely filed using the simpler, less 
expensive first class mailing provisions of § 1.8. 
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Section 2.165(a)(1), dealing with affidavits of use or excusable 
non-use filed under Section 8 of the Trademark Act, is amended by 
deleting the last sentence referencing the inapplicability of certifi- 
cates of mailing provided by § 1.8 

It should be noted that § 1.6(d)(8), which provides that 
correspondence other than notices of ex parte appeal may not be 
transmitted by facsimile to the Trademark Trial and Appeal Board, 
will not change. Thus, while a cancellation petitioner may now 
ensure timely filing with the certificate of mailing procedure set 
forth in § 1.8(a)(1), the petitioner may not transmit the above- 
mentioned documents directed to the Trademark Trial and Appeal 
Board by fax or ensure timely filing with the certificate of 
facsimile transmission. 

Section 1.8(a)(2)(ii(A), which states that the Certificate of 
Mailing or Transmission Procedure does not apply to the filing of 
applications for registration of marks, will not change. The filing 
date of an application is considered to be much more critical than 
the filing dates of the papers accepted under § 1.8. For example, in 
Trademark applications, the granting of a filing date to an 
application potentially establishes a date of constructive use of the 
mark, and is also critical for determining whether foreign priority 
can be claimed under 15 U.S.C. 1126(d); therefore, entry of the 
date of deposit by a disinterested USPS employee is required. 


Express Mail 


Section 1.10 is being amended to simplify and clarify the 
procedures for filing correspondence by the “Express Mail Post 
Office to Addressee” (Express Mail) service of the United States 
Postal Service (USPS), by deleting the requirement for a Certifi- 
cate of Mailing by Express Mail. 

Section 1.10 was promulgated to implement 35 U.S.C. 21, under 
which the Commissioner may “by rule prescribe that any paper or 
fee required to be filed in the Patent and Trademark Office will be 
considered filed in the Office on the date on which it was deposited 
with the United States Postal Service.” 

Under the prior rule, the filer was required to include a 
Certificate of Mailing by Express Mail, certifying the date of 
deposit as Express Mail. Papers which did not include this 
certificate, or which included a certificate that did not meet the 
requirements of the rule, were given a filing date as of the date 
received in the Office rather than the date of deposit as Express 
Mail. The lost filing date for a significant number of these papers 
resulted in the loss of substantive rights. In light of the problematic 
nature of the requirement for a Certificate of Mailing by Express 
Mail and its apparent redundancy in purpose, inasmuch as the date 
of deposit has already been entered by a disinterested third party, 
the Office has deleted this requirement from § 1.10(b). 

Under the new rule, Office personnel will routinely look to the 
Express Mail mailing label, and stamp the “date-in” or other 
official USPS notation as the filing date of the correspondence. If 
the USPS deposit date cannot be determined, the correspondence 
will be accorded the date of receipt in the Office as the filing date. 

Section 1.10(b), as amended, provides that the Express Mail 
mailing label number should be placed on correspondence filed by 
Express Mail under § 1.10 prior to the original mailing. Corre- 
spondence actually received by the Office will not be denied a 
filing date as of the date of deposit with the USPS because the 
Express Mail mailing label number was not placed thereon prior to 
its original mailing. However, the absence of the number of the 
Express Mail mailing label will preclude a party from obtaining 
relief on petition, under §§ 1.10(c) through (e). 

Section 1.10(b) also provides that correspondence should be 
deposited directly with an employee of the USPS to ensure that the 
person depositing the correspondence receives a legible copy of 
the Express Mail mailing label with the “date-in” clearly marked, 
and that persons dealing indirectly with the employees of the 
USPS (such as by deposit in an Express Mail drop box) do so at 
the risk of not receiving a copy of the Express Mail mailing label 
with the desired “date-in” clearly marked. 

Sections 1.10(c) through 1.10(e) set forth procedures for peti- 
tioning the Commissioner to accord a filing date as of the date of 
deposit as Express Mail. Section |1.10(c) applies where there is a 
discrepancy between the filing date accorded by the Office and the 
“date-in” or other official notation entered by the USPS on the 
Express Mail mailing label; § 1.10(d) applies where the “date-in™ 
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is incorrectly entered by the USPS; and § 1.10(e) applies where 
correspondence deposited with the USPS as Express Mail is not 
received by the Office. 


Miscellaneous Changes 


Sections 1.3 and 5.33 are also being amended to change 
“communications” to “correspondence,” and for consistency with 
§§ 1.1, 1.6, and 1.8. 

Section 1.6(a)(2) is amended to provide that correspondence 
deposited as Express Mail in accordance with § 1.10 will be 
considered filed on the date of its deposit, regardless of whether 
that date is a Saturday, Sunday or Federal holiday within the 
District of Columbia. 

Section 1.9 is amended to add a definition of a “Federal holiday 
within the District of Columbia” to include an official closing of 
the Office. 

Since the certificate of mailing by Express Mail is no longer a 
requirement of § 1.10, the provisions of Part 10 relating to 
misconduct have been amended to delete reference to this require- 
ment. 


Discussion of Specific Rules 


The heading of § 1.1 is amended to state that the section 
contains the addresses for correspondence to the Patent and 
Trademark Office. 

Section 1.1 is amended to set out all pertinent Office mailing 
addresses in paragraph (a) and in added paragraphs (a)(1), (a)(2), 
and (a)(3). The remaining paragraphs of § 1.1 contain directions 
for using box designations rather than addresses. Paragraph (a)(1) 
sets forth the new mailing address to which most patent-related 
documents should be sent. Paragraph (a)(2) sets forth the new 
mailing address to which most trademark-related documents 
should be sent. It is noted that correspondence not addressed 
according to (a)(1) and (a)(2), but sent instead to the Commis- 
sioner of Patents and Trademarks, will not be refused consider- 
ation but may be delayed in processing. The Solicitor’s mailing 
address, formerly set out in paragraph (g) of the section, is moved 
to a new paragraph (a)(3). Paragraph 1.1(g) is removed and 
reserved. 

Sections 1.1 and 1.3 are amended so that the word “communi- 
cations” is changed to “correspondence.” 

Section 1.5(a) is amended by removing the requirement that the 
words “PATENT APPLICATION” appear on letters concerning 
patent applications. The remainder of the section remains un- 
changed. 

Section 1.6(a)(1) is amended to add the sentence “[t}he Patent 
and Trademark Office is not open for the filing of correspondence 
on any day that is a Saturday, Sunday or Federal holiday within the 
District of Columbia.” In addition, § 1.6(a)(1) is further amended 
to add the phrase “[e]xcept for correspondence transmitted by 
facsimile as provided for in paragraph (a)(3) of this section” to the 
beginning of the sentence “[n]o correspondence is received in the 
Patent and Trademark Office on Saturdays, Sundays or Federal 
holidays within the District of Columbia.” Since the Office may 
“receive” a facsimile transmission under§ 1.6(a)(3) on a Saturday, 
Sunday or Federal holiday within the District of Columbia, § 
1.6(a)(1) is amended to add the phrase “[e]xcept for correspon- 
dence transmitted by facsimile as provided for in paragraph (a)(3) 
of this section” for clarity and consistency with § 1.6(a)(3). In 
addition, § 1.6(a)(1) is amended to begin with the sentence “[t}he 
Patent and Trademark Office is not open for the filing of corre- 
spondence on any day that is a Saturday, Sunday or Federal 
holiday within the District of Columbia” to clarify that any day 
that is a Saturday, Sunday or Federal holiday within the District of 
Columbia is a day that the Patent and Trademark Office is not open 
for the filing of applications within the meaning of Article 4(C)(3) 
of the Paris Convention. 

Section 1.6(a)(2) is amended to delete the phrase “unless the 
date of deposit is a Saturday, Sunday or Federal holiday within the 
District of Columbia in which case the date stamped will be the 
succeeding day which is not a Saturday, Sunday or Federal holiday 
within the District of Columbia.” Thus, § 1.6(a)(1) will provide 
that the Office is not open for the filing of correspondence on any 
day that is a Saturday, Sunday or Federal holiday within the 
District of Columbia, but that correspondence deposited as Ex- 
press Mail with the USPS in accordance with § 1.10 will be 


U.S. PATENT AND TRADEMARK OFFICE 


1243 TMOG 817 
: (242) 
considered filed on the date of its deposit, regardless of whether 
that date is a Saturday, Sunday or Federal holiday within the 
District of Columbia (under 35 U.S.C. 21(b) or § 1.7). 

Section 1.8(a)(1)(i)(A) is revised to state that papers and fees 
must be addressed as set out in 1.1(a). For the purposes of 
1.8(a)(1)(i)(A), first class mail is interpreted as including “Express 
Mail” and “Priority Mail” deposited with the USPS. 

Section 1.8(a)(2)(ii) is revised to remove and reserve paragraphs 
(a)(2)(ii)(B) through (a)(2)(ii)(F). This will permit the following 
items to be filed in accordance with the procedures set forth in § 
1.8(a): (1) an affidavit of continued use or excusable nonuse under 
section 8(a) or (b) or section 12(c) of the Trademark Act, 15 U.S.C. 
1058(a), 1058(b), 1062(c); (2) an application for renewal of a 
registration under section 9 of the Trademark Act, 15 U.S.C. 1059; 
(3) a petition to cancel a registration of a mark under section 14, 
subsection (1) or (2) of the Trademark Act, 15 U.S.C. 1064; (4) in 
an application under section 1(b) of the Trademark Act, 15 U.S.C. 
1051(b), an amendment to allege use in commerce under section 
1(c) of the Trademark Act, 15 U.S.C. 1051(c), or a statement of use 
under section 1(d)(1) of the Trademark Act, 15 U.S.C. 1051(d)(1); 
and (5) in an application under section 1(b) of the Trademark Act, 
15 U.S.C. 1051(b), a request under section 1(d)(2) of the Trade- 
mark Act, 15 U.S.C. 1051(d)(2), for an extension of time to file a 
statement of use under section 1(d)(1) of the Trademark Act, 15 
U.S.C. 1051(d)(1). 

Section 1.9 is amended to add a definition of “Federal holiday 
within the District of Columbia” to include an official closing of 
the Office. When the entire Patent and Trademark Office is 
officially closed for business for an entire day, for reasons due to 
adverse weather or other causes, the Office will consider each such 
day a “Federal holiday within the District of Columbia” under 35 
U.S.C. 21. Any action or fee due on such a day may be taken, or 
fee paid, on the next succeeding business day the Office is open. 

This provision implements existing policy. In the past, the Office 
has published notices concerning unscheduled closings, stating 
that correspondence due on the date of the unscheduled closing 
would be deemed timely if filed on the next succeeding business 
day that the Office is open. See, e.g., “Closing of Patent and 
Trademark Office on Thursday, January 20, 1994 and Friday, 
February 11, 1994” published in the Patent Official Gazette at 1161 
Off. Gaz. Pat. Office 12 (April 5, 1994) (republished at 1170 Off. 
Gaz. Pat. Office 8 (January 3, 1995)) and “Filing of Papers During 
Unscheduled Closings of the Patent and Trademark Office” pub- 
lished in the Patent Official Gazette at 1097 Off. Gaz. Pat. Office 53 
(December 20, 1988) (republished at 1170 Off. Gaz. Pat. Office 8 
(January 3, 1995)). 

Other legal holidays within the District of Columbia are New 
Year’s Day (January 1), Martin Luther King, Jr.’s Birthday (third 
Monday in January), Presidential Inauguration Day, Washington’s 
Birthday (third Monday in February), Memorial Day (last Monday 
in May), Independence Day (July 4), Labor Day (first Monday in 
September), Columbus Day (second Monday in October), Veterans 
Day (November 11), Thanksgiving Day (fourth Thursday in 
November) and Christmas Day (December 25). 

The title of § 1.10 is revised to: (1) change “papers and fees” to 
“correspondence” and (2) remove the reference to a “certificate.” 
These changes are for consistency with the amendment to § 1.10 
in this final rulemaking. 

Section 1.10(a) is amended to provide that: (1) any correspon- 
dence received by the Office that was delivered by the “Express 
Mail Post Office to Addressee” (Express Mail) service of the USPS 
will be considered filed in the Office on the date of deposit with the 
USPS, (2) the date of deposit with the USPS is the “date-in” or 
other official USPS notation on the Express Mail mailing label, 
and (3) if the USPS deposit date cannot be determined, the 
correspondence will be accorded a filing date as of the date of 
receipt in the Office. 

The date of deposit or mailing with the USPS is defined by the 
USPS as: (1) For correspondence that is paid for at the time of 
deposit--the date the correspondence is presented and accepted for 
Express Mail delivery at designated post offices, branches, or 
stations, and (2) For correspondence that is prepaid (i.e., with a 
completed mailing label and postage affixed)--the date the prepaid 
correspondence is accepted by the USPS collection employees or 
the USPS pickup service. USPS Domestic Mail Manual (DMM) 
49, at D-38 (Sept. 1, 1995). 

Section 1.10(b) is amended by deleting the requirement for a 
certificate of mailing by Express Mail. As amended, § 1.10(b) 
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provides that the number of the Express Mail mailing label should 
be placed on each piece of correspondence prior to the original 
mailing. Correspondence that is actually received by the Office 
will not be denied a filing date as of the date of deposit because the 
number of the Express Mail mailing label was not placed thereon 
prior to the original mailing. However, if the number of the 
mailing label did not appear on the correspondence as originally 
filed, relief will not be granted on petition under §§ 1.10(c) 
through (e), even if the party who filed the correspondence satisfies 
the other requirements of § 1.10(c), § 1.10(d) or § 1.10(e). 

Since the filing of correspondence under § 1.10 without the 
number of the Express Mail mailing label thereon is an oversight 
that can be avoided by the exercise of reasonable care, requests for 
waiver of this requirement will not be granted on petition. A 
party's inadvertent failure to comply with the requirements of a 
rule is not deemed to be an extraordinary situation that would 
warrant waiver of a rule under §§ 1.183, 2.146(a)(5) or 2.148, nor 
is such an inadvertent omission considered to be an “unavoidable 
delay,” within the meaning of 15 U.S.C. 1062(b), 35 U.S.C. 133, 
§ 1.137(a) or § 2.66(a). See Honigsbaum v. Lehman, 903 F. Supp. 
8, 37 USPQ2d 1799 (D.D.C. 1995) (Commissioner did not abuse 
his discretion in refusing to waive requirements of 1.10(c) in order 
to grant filing date to patent application, where applicant failed to 
produce Express Mail customer receipt or any other evidence that 
application was actually deposited with USPS as Express Mail); 
Nitto Chemical Industry. Co., Ltd. v. Comer, No. 93-1378, 1994 
U.S. Dist. LEXIS 19211, at *13-14 (D.D.C. Mar. 7, 1994) 
(Commissioner's refusal to waive requirements of § 1.10 in order 
to grant priority filing date to patent application not arbitrary and 
capricious, because failure to comply with the requirements of § 
1.10 is an “avoidable” oversight that could have been prevented by 
the exercise of ordinary care or diligence, and thus not an 
extraordinary situation under § 1.183); Vincent v. Mossinghoff, 230 
USPQ 621 (D.D.C. 1985) (Misunderstanding of § 1.8 not unavoid- 
able delay in responding to Office Action); Gustafson v. Strange, 
227 USPQ 174 (Comm’r Pats. 1985) (Counsel's unawareness of § 
1.8 not extraordinary situation warranting waiver of a rule); /n re 
Chicago Historical Antique Automobile Museum, Inc., 197 USPQ 
289 (Comm’r Pats. 1978) (Since certificate of mailing procedure 
under § 1.8 was available to petitioner, lateness due to mail delay 
not deemed to be extraordinary situation). 

Section 1.10(b) further provides that correspondence should be 
deposited directly with an employee of the USPS to ensure that the 
person depositing the correspondence receives a legible copy of 
the Express Mail mailing label with the “date-in” clearly marked, 
and that persons dealing indirectly with the employees of the 
USPS (such as by depositing correspondence in an Express Mail 
drop box) do so at the risk of not receiving a copy of the Express 
Mail mailing label with the desired “date-in” clearly marked. On 
petition, the failure to obtain an Express Mail mailing label with 
the “date-in” clearly marked will be considered an omission that 
could have been avoided by the exercise of due care, as discussed 
above 

Sections 1.10(c) through 1.10(e) set forth procedures for peti- 
tioning the Commissioner to accord a filing date as of the date of 
deposit as Express Mail. Such petitions are filed under § 1.181 for 
patent correspondence and § 2.146 for trademark correspondence. 
Section |.10(c) sets forth procedures for filing a petition to the 
Commissioner for a filing date as of the date of deposit with the 
USPS, where there 1s a discrepancy between the filing date initially 
accorded by the Office and the “date-in” entered by the USPS. 
Such a petition should: (1) be filed promptly after the person 
becomes aware that the Office has accorded, or will accord, a filing 
date other than the USPS deposit date, (2) include a showing that 
the number of the Express Mail mailing label was placed on each 
piece of correspondence prior to the original mailing, and (3) 
include a true copy of the Express Mail mailing label showing the 
“date-in” or other official notation by the USPS. 

Section 1.10(d) sets forth procedures for filing a petition to the 
Commissioner to accord a filing date as of the actual date of 
deposit with the USPS, where the “date-in” or other official 
notation is incorrectly entered by the USPS. Such a petition 
should: (1) be filed promptly after the person becomes aware that 
the Office has accorded, or will accord, a filing date based upon an 
incorrect entry by the USPS, (2) include a showing that the number 
of the Express Mail mailing label was placed on each piece of 
correspondence prior to the original mailing, and (3) include a 
showing that the correspondence was deposited as Express Mail 
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prior to the last scheduled pickup on the requested filing date. The 
showing under Section 1.10(d) must be corroborated by (1) 
evidence from the USPS, or (2) evidence that came into being after 
deposit and within one business day of the deposit of the 
correspondence as Express Mail. Evidence that came into being 
within one day after the deposit of the correspondence as Express 
Mail may be in the form of a log book which contains information 
such as the Express Mail number; the application number, attorney 
docket number or other such file identification number; the place, 
date and time of deposit; the time of the last scheduled pick-up for 
that date and place of deposit; the depositor’s initials or signature; 
and the date and time of entry in the log. Any statement submitted 
in support of such a showing must be verified if made by a person 
other than an employee of the USPS or a practitioner as defined in 
§ 10.1(r) of this chapter. 

The reason the Office considers correspondence to have been 
filed as of the date of deposit as Express Mail is that this date has 
been verified by a disinterested USPS employee, through the 
insertion of a “date-in,” or other official USPS notation, on the 
Express Mail mailing label. Due to the questionable reliability of 
evidence from a party other than the USPS that did not come into 
being contemporaneously with the deposit of the correspondence 
with the USPS, § 1.10(d) specifically requires that any petition 
under § 1.10(d) be corroborated either by evidence from the USPS, 
or by evidence that came into being after deposit and within one 
business day after the deposit of the correspondence as Express 
Mail. A petition alleging that the USPS erred in entering the 
“date-in” will be denied if it is supported only by evidence (other 
than from the USPS) which was: (1) created prior to the deposit of 
the correspondence as Express Mail with the USPS (e.g., an 
application transmittal cover letter, or a client letter prepared prior 
to the deposit of the correspondence), or (2) created more than one 
business day after the deposit of the correspondence as Express 
Mail (e.g., an affidavit or declaration prepared more than one 
business day after the correspondence was deposited with the 
USPS as Express Mail). On the other hand, a notation in a log 
book, entered by the person who deposited the correspondence as 
Express Mail within one business day after such deposit, setting 
forth the items indicated above would be deemed on petition to be 
an adequate showing of the date of deposit under § 1.10(d)(3). 

Section 1.10(d)(3) further provides that a party must show that 
correspondence was deposited as Express Mail before the last 
scheduled pickup on the requested filing date in order to obtain a 
filing date as of that date. This incorporates existing practice, as set 
forth in the Manual of Patent Examining Procedure (6th ed., 
January, 1995) § 513, and Trademark Manual of Examining 
Procedure (2nd ed., May, 1993) § 702.02(e) into the rule. 

Section 1.10(e) sets forth procedures for filing a petition to the 
Commissioner to accord a filing date as of the date of deposit with 
the USPS, where correspondence deposited as Express Mail is 
never received by the Office. Such a petition should: (1) be filed 
promptly after the person becomes aware that the Office has no 
evidence of receipt of the correspondence, (2) include a showing 
that the number of the Express Mail mailing label was placed on 
each piece of correspondence prior to the original mailing, (3) 
include a true copy of the originally deposited correspondence 
showing the number of the Express Mail mailing label thereon, a 
copy of any returned postcard receipt, a copy of the Express Mail 
mailing label showing the “date-in” or other official notation 
entered by the USPS, and (4) include a statement, signed by the 
person who deposited the documents as Express Mail with the 
USPS, setting forth the date and time of deposit, and declaring that 
the copies of the correspondence, Express Mail mailing label, and 
returned postcard receipt accompanying the petition are true 
copies of the correspondence, mailing label and returned postcard 
receipt originally mailed or received. Any statement in support of 
a petition under § 1.10(e) must be verified if made by a person 
other than a practitioner as defined in § 10.1(r) of this chapter. 

Section 1.10(e) provides for the filing of a petition to accord 
correspondence a filing date as of the date of deposit with the 
USPS as Express Mail only where the correspondence was mailed 
with sufficient postage and addressed as set out in § 1.1(a). There 
is no corresponding provision that correspondence be properly 
addressed and mailed with sufficient postage in §§ 1.10(a), (c) and 
(d), because these sections apply only to correspondence that is 
actually received by the Office. Correspondence mailed by Express 
Mail that is actually received by the Office will not be denied a 
filing date as of the date of deposit as Express Mail simply because 
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the correspondence was not mailed with sufficient postage or not 
addressed as set out in § 1.1(a). 

Section 1.10(e)(3) provides that if the requested filing date is a 
date other than the “date-in” on the Express Mail mailing label, the 
petition should include a showing under § 1.10(d)(3), as discussed 
above, that the correspondence was deposited as Express Mail 
before the last scheduled pickup on the requested filing date in 
order to obtain a filing date as of that date. 

Section 1.10(f) provides that the Office may require additional 
evidence to determine whether the correspondence was deposited 
as Express Mail with the USPS on the date in question. 

Section 2.165(a)(1), dealing with affidavits of use or excusable 
non-use filed under Section 8 of the Trademark Act, is amended by 
deleting the last sentence referencing the inapplicability of certifi- 
cates of mailing provided by § 1.8. 

Section 5.33 (entitled “Correspondence”’) is amended to change 
the correspondence address to “Assistant Commissioner for Pat- 
ents (Attention: Licensing and Review), Washington, D.C. 
20231.” 

Section 10.23(c)(9) is revised to reflect the fact that the 
certificate of mailing by Express Mail is no longer a requirement 
of § 1.10. 


Response to Comments on the Rules 


The comments received in response to the notice of proposed 
rulemaking have been given careful consideration and a number of 
the suggested modifications have been adopted. The comments 
and responses are discussed below. 


Comment 1; One comment suggested that the Office return to a 
single mailing address. 

Response: Addressing correspondence to specific areas within the 
agency, in accordance with § 1.1, reduces the amount of sorting 
required. Except as set out in § 1.1(a)(3)(iv), mail will be delivered 
within the Office regardless of how it is addressed. Nevertheless, 
use of a specific address should produce faster results for corre 
spondents and savings to the Office in terms of reduced time and 
cost. The suggestion to address mail to a single mailing address 
will not be adopted. 

Comment 2: Three comments requested a clarification of the 
reference to “organizations reporting to the Assistant Commis- 
sioner for Patents” in § 1.1(a)(1), suggested that each organization 
be identified, and noted that the change of address from “Com- 
missioner of Patents and Trademarks” to “Assistant Commissioner 
for Patents” is confusing. 

Response: Section 1.1(a)(1) has not been amended to list “orga- 
nizations reporting to the Assistant Commissioner for Patents.” 
The vast majority of mail to be addressed to the Assistant 
Commissioner is intended for the Examining Groups. Further- 
more, once a list of organizations is established in the rule, 
amendment to such a list would require implementation of a rule 
change. However, a list of papers that should be addressed to the 
Assistant Commissioner for Patents appears under the heading 
“Patent-Related Mail” in the Supplementary Information section. 
Comment 3: Two comments requested clarification concerning 
how a new application incorrectly addressed to the Commissioner 
of Patents and Trademarks, Washington, D.C. 20231, will be 
treated. Two comments opposed the address change in § 1.1, if the 
benefit of obtaining a filing date is conditioned upon the corre- 
spondence address being addressed correctly. 

Response: Except for certain mail addressed incorrectly to the 
Office of the Solicitor, there will be no penalty for addressing a 
document to the wrong area within the Office, as long as one of the 
approved addresses is used. Use of the specific addresses listed 
within § 1.1 is strongly encouraged because it will facilitate the 
process both for the Office and the filer. Accordingly, a new 
application incorrectly addressed to the Commissioner will be 
treated the same as if the application was addressed to the specific 
Assistant Commissioner. 

Comment 4: One comment supported the separate mailing ad- 
dresses for mail directed to the Assistant Commissioner for 
Patents, Assistant Commissioner for Trademarks, Solicitor and the 
Commissioner, but viewed the practice under § 1.1(a)(3) with 
respect to correspondence to the Office of the Solicitor as a penalty 
for correspondents who misaddress mail. 

Response: While the language in the proposed rule was based on 
the existing rule, 37 CFR 1.1(g) (1996), which has been in effect 
since 1988, § 1(a)(3)(iv) has been reworded in the final rule to state 
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that improperly addressed correspondence “may be returned.” This 
language better represents the intent of the rule. The Post Office 
boxes are located off-site and mail to these boxes is handled 
directly by the Office of the Solicitor. The Office of the Solicitor 
cannot handle large volumes of mail from users who choose not to 
follow Office mailing rules. 

Comment 5: One comment requested clarification on the distinc- 
tion between § 1.1(a) which states that mail “must” be addressed 
to the Assistant Commissioner for Patents and § 1.1(a)(1) which 
states that mail “should” be addressed to the Assistant Commis- 
sioner for Patents, if any. 

Response: The language of 1.1(a) has been amended to indicate 
that all correspondence must be addressed either to the “Commis- 
sioner of Patents and Trademarks, Washington, D.C. 20231” or to 
specific areas within the Office as set out in paragraphs (a)(1), (2) 
and (3) of § 1.1. 

Comment 6: One comment questioned why it is now merely 
permissible to identify a patent application by its serial number 
and filing date whereas such information was previously manda- 
tory. 

Response: The only change to § 1.5 is the elimination of the 
requirement to include the words “PATENT APPLICATION” on 
letters concerning patent applications. Section 1.5 both before and 
after the proposed amendment provides that “[wJhen a letter...con- 
cerns a previously filed application for a patent, it must identify on 
the top page in a conspicuous location, the application number 
(consisting of the series code and the serial number; e.g., 07/ 
123,456) or the serial number and filing date assigned to that 
application....” Accordingly, correspondence must continue to 
identify a previously filed patent application by either (1) the 
application number, or (2) the serial number and filing date. The 
combination of the serial number and filing date is unique by itself. 
Comment 7: One comment objected to the return of correspon- 
dence pertaining to an application that had not yet been accorded 
an application number because some correspondence may require 
immediate action. This person suggested that the Office search the 
computerized records given sufficient other identifying informa- 
tion, instead of returning the correspondence. 

Response: If the correspondence is returned for failure to identify 
the correspondence with the appropriate information, the applicant 
has the option to return the correspondence with the appropriate 
information within two weeks of the date of the cover letter from 
the Office by utilizing the Certificate of Mailing or Transmission 
procedure under § 1.8 or the Express Mail procedure under § 1.10 
to obtain the benefit of the date of deposit with the USPS. There 
does not appear to be any situation where a file would require 
immediate action in applications where the application number 
had not been assigned. If an application number has already been 
assigned, it is within the filer’s control to supply that information 
and avoid delays. 

Comment 8: Seven comments opposed the addition of unsched- 
uled closings of the Office to the definition of “Federal holidays 
within the District of Columbia.” The comments noted that 
substantive rights would be at risk for persons filing provisional 
patent applications and applications asserting priority claims based 
on foreign applications should the date on which an application 
must be filed fall on a day that the Office is closed for unforeseen 
reasons. One comment noted that the substantive rights of appli- 
cants seeking to secure a filing date prior to divulging an invention 
may lose rights if a later filing date, resulting from an unscheduled 
closing of the Office, is subsequent to the date of divulgence. Some 
of the comments suggested amending § 1.9 to make an exception 
for provisional patent applications and applications asserting a 
claim of priority based on a foreign application so that the filing 
date would not be affected by an unscheduled closing of the Office. 
One comment also suggested that § 1.9 be amended to distinguish 
between the filing of applications and the filing of responses. One 
comment suggested that the Commissioner allow for filing of a 
non-provisional patent application on Federal holidays where the 
one year anniversary of the provisional application falls on a 
Federal holiday. 

Response: Section 1.6(a)(2) is being amended to delete the phrase 
“unless the date of deposit is a Saturday, Sunday or Federal 
holiday within the District of Columbia in which case the date 
stamped will be the succeeding day which is not a Saturday, 
Sunday or Federal holiday in the District of Columbia.” Section 
1.6(a)(2) now provides that even if the Office is closed because it 
is a Saturday, Sunday or Federal holiday in the District of 
Columbia, 
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correspondence deposited in the “Express Mail Post Office to 
Addressee” service of the USPS in accordance with § 1.10 will be 
considered filed on the date of deposit regardless of whether that 
date is Saturday, Sunday or a Federal holiday within the District of 
Columbia. Therefore, in light of the option to file an application 
under § 1.10 on any day and the amendment to § 1.6(a)(2), no 
substantive rights would be at risk, and the suggestions, set forth 
in the comments and noted above, have not been adopted. 
Comment 9: Several comments objected to the requirement set 
forth in proposed § 1.10(b) which required deposit of Express Mail 
correspondence directly with the United States Postal Service 
(USPS) to ensure that a copy of the Express Mail label marked 
with the “date in” is received at the time of deposit. The reasons 
generally expressed by commenters were: (1) practitioners and 
applicants feel compelled to oversee the work of the USPS 
employee to make certain that the “date in” is marked accurately, 
legibly and in a timely fashion and perceive a loss of control over 
the filing of the document under § 1.10 as a result; (2) inefficiency 
and burden are imposed upon persons filing who must actually go 
to the post office, stand in line and generally be confined to fewer 
hours during the day to deposit the Express Mail correspondence 
directly with the USPS than the hours available for deposit in the 
Express Mail drop box; and (3) inequality of opportunity to 
deposit directly with the USPS for individual practitioners and 
small firms which employ fewer people than larger firms to handle. 
Two comments questioned the Office’s use of the term “deposit” 
and whether the Office exceeded any authority in the perceived 
understanding that the proposed rule was requiring the applicants 
or practitioners to do something beyond “depositing” the corre- 
spondence with the USPS, namely, overseeing the act of accep- 
tance of the Express Mail correspondence by the USPS. 
Response: Section 1.10(b) has been amended so that direct deposit 
of correspondence with the USPS is a recommendation, rather than 
a requirement. While the Office strongly urges direct deposit of 
Express Mail correspondence in order to obtain a legible copy of 
the Express Mail mailing label, parties are not precluded from 
using Express Mail drop boxes. Parties who do use drop boxes can 
protect themselves from uncertainty due to illegible mailing labels 
by routinely maintaining a log of Express Mail deposits in which 
notations are entered by the person who deposited the correspon- 
dence as Express Mail within one business day after deposit with 
the USPS in a petition filed under § 1.10(c), (d) or (e). Evidence 
that came into being within one day after the deposit of the 
correspondence as Express Mail may be in the form of a log book 
which contains information such as the Express Mail number; the 
application number, attorney docket number or other such file 
identification number; the place, date and time of deposit; the time 
of the last scheduled pick-up for that date and place of deposit; the 
depositor’s initials or signature; and the date and time of entry in 
the log. Any statement submitted in support of such a showing 
must be verified if made by a person other than an employee of the 
USPS or a practitioner as defined in § 10.1(r) of this chapter. 
Comment 10: Several comments opposed the elimination of the 
certificate of mailing by “Express Mail” because it would elimi- 
nate a reliable mode of proving the date of deposit with the USPS. 
Response: The elimination of the requirement for the certificate of 
mailing is adopted primarily to streamline the Office’s processing 
of Express Mail correspondence. Under the old rule, the Office was 
required to scrutinize the certificate as well as the Express Mail 
label. Under the new rule, the “date in” on the Express Mail label 
would be the only date that the Office would look for to determine 
the filing date. Under the prior rule, the certificate of mailing by 
Express Mail only served as proof of a date of deposit when the 
certificate date was the same as the “date in” on the Express Mail 
label. The certificate did not afford protection to an applicant in the 
event that the certificate date differed from the Express Mail label 
date. Therefore, the elimination of the certificate of mailing 
requirement would not eliminate a reliable mode of proving the 
date of deposit. 

Comment /]: Four comments suggested allowing Express Mail 
Corporate Account Mailing Statement of the USPS to serve as 
additional proof of the date of deposit. 

Response: This suggestion has been adopted. Such records would 
be acceptable as additional proof of the date of deposit. 
Comment 12: One comment requested clarification concerning 
whether deposit of correspondence as Express Mail in the Express 
Mail drop box must be done prior to the last scheduled pickup of 
the day in order to be entitled to the deposit date as the filing date 
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of the correspondence. 

Response: Correspondence sent by the “Express Mail Post Office 
to Addressee” service is considered filed in the Office on the 
“date-in” entered by the USPS. Accordingly, if the USPS enters the 
deposit date as its “date-in,” the correspondence will receive the 
deposit date as its filing date. However, if the USPS enters a date 
later than the deposit date as its “date-in,” the correspondence will 
receive the later date as its filing date. Section 1.10(d) permits the 
Office to correct a USPS “date-in” error when the correspondence 
is deposited in an Express Mail drop box prior to last scheduled 
pick up of the day, that is, the time clearly marked on the Express 
Mail drop box indicating when the box will be cleared for the last 
time on the date of deposit. Section 1.10(d) sets forth the 
procedures to be followed to be entitled to such a correction. 


Other Considerations 


The rule changes are in conformity with the requirements of the 
Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive Order 
12612, and the Paperwork Reduction Act of 1995 (44 U.S.C. 3501 
et seq.). This rule has been determined to not be significant for the 
purposes of Executive Order 12866. 

The Office has determined that this rule change has no Feder- 
alism implications affecting the relationship between the National 
Government and the States as outlined in Executive Order 12612. 

The Assistant General Counsel for Legislation and Regulation 
of the Department of Commerce has certified to the Chief Counsel 
for Advocacy, Small Business Administration, that the rule 
changes would not have a significant impact on a substantial 
number of small entities (Regulatory Flexibility Act, 5 U.S.C. 
605(b)). The rule change has no effect on patent fees. 

Notwithstanding any other provision of law, no person is 
required to respond to nor shall a person be subject to a penalty for 
failure to comply with a collection of information subject to the 
requirements of the Paperwork Reduction Act unless that collec- 
tion of information displays a currently valid OMB Control 
Number. 

This rule change contains a collection of information subject to 
the requirements of the Paperwork Reduction Act of 1995 (44 
U.S.C. 3501 et seq.), which is currently approved by the Office of 
Management and Budget under Control No. 0651-0031. The 
public reporting burden for the certificate of mailing is estimated 
to average six minutes per response, including the time for 
reviewing instructions, searching existing data sources, gathering 
and maintaining the data needed, and completing and reviewing 
the collection of information. Send comments regarding this 
burden estimate or any other aspect of this collection of informa- 
tion, including suggestions for reducing this burden to the Office of 
System Quality and Enhancement Division, Patent and Trademark 
Office, Washington, D.C. 20231, and to the Office of Information 
and Regulatory Affairs, Office of Management and Budget, Wash- 
ington, DC 20503. (ATTN: Paperwork Reduction Act Project 
0651-0031). 


List of Subjects 
37 CFR PART | 


Administrative practice and procedure, Freedom of information, 
Inventions and patents, Reporting and record keeping require- 
ments. 


37 CFR PART 2 


Administrative practice and procedure, Courts, Lawyers, Trade- 
marks 


37 CFR PART 5 


Classified information, Foreign relations, Inventions and patents. 


37 CFR PART 10 


Administrative practice and procedure, Conflicts of interest, 
Courts, Inventions and patents, Lawyers. 
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For the reasons set forth in the preamble and under the authority 
granted to the Commissioner of Patents and Trademarks by 35 
U.S.C. 6 and 15 U.S.C. 1123, 37 CFR Parts 1, 2, 5 and 10 are 
amended as follows: 


PART 1--RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part | continues to read as 
follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.1 is amended by removing and reserving paragraph 
(g) and by revising the heading and paragraph (a) to read as 
follows: 


§ 1.1 Addresses for correspondence with the Patent and Trademark 
Office. 


(a) Except for §§ 1.1(a)(3)(i) and (ii), all correspondence 
intended for the Patent and Trademark Office must be addressed to 
either “Commissioner of Patents and Trademarks, Washington, 
D.C. 20231” or to specific areas within the Office as set out in 
paragraphs (a)(1), (2) and (3)(iii) of this section. When appropri- 
ate, correspondence should also be marked for the attention of a 
particular office or individual. 

(1) Patent correspondence. All correspondence concerning 
patent matters processed by organizations reporting to the Assis- 
tant Commissioner for Patents should be addressed to “Assistant 
Commissioner for Patents, Washington, D.C. 20231.” 

(2) Trademark correspondence. All correspondence concerning 
trademark matters, except for trademark-related documents sent to 
the Assignment Division for recordation and requests for certified 
and uncertified copies of trademark application and registration 
documents, should be addressed to “Assistant Commissioner for 
Trademarks, 2900 Crystal Drive, Arlington, Virginia 22202-3513.” 
This includes correspondence intended for the Trademark Trial 
and Appeal Board. 

(3) Office of Solicitor correspondence. 

(i) Correspondence relating to pending litigation required by 
court rule or order to be served on the Solicitor shall be 
hand-delivered to the Office of the Solicitor or shall be mailed to: 
Office of the Solicitor, P.O. Box 15667, Arlington, Virginia 22215; 
or such other address as may be designated in writing in the 
litigation. See §§ 1.302(c) and 2.145(b)(3) for filing a notice of 
appeal to the U.S. Court of Appeals for the Federal Circuit. 

(ii) Correspondence relating to disciplinary proceedings pend- 
ing before an Administrative Law Judge or the Commissioner shall 
be mailed to: Office of the Solicitor, P.O. Box 16116, Arlington, 
Virginia 22215. 

(iii) All other correspondence to the Office of the Solicitor shall 
be addressed to: Box 8, Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

(iv) Correspondence improperly addressed to a Post Office Box 
specified in paragraphs (a)(3)(i) and (ii) of this section will not be 
filed elsewhere in the Patent and Trademark Office, and may be 
returned. 


ee KKK 


(g) [Reserved] 
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3. Section 1.3 is revised to read as follows: 
§ 1.3 Business to be conducted with decorum and courtesy. 


Applicants and their attorneys or agents are required to conduct 
their business with the Patent and Trademark Office with decorum 
and courtesy. Papers presented in violation of this requirement will 
be submitted to the Commissioner and will be returned by the 
Commissioner’s direct order. Complaints against examiners and 
other employees must be made in correspondence separate from 
other papers. 


4. Section 1.5 is amended by revising paragraph (a) to read as 
follows: 
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§ 1.5 Identification of application, patent, or registration. 


(a) No correspondence relating to an application should be filed 
prior to receipt of the application number from the Patent and 
Trademark Office. When a letter directed to the Patent and 
Trademark Office concerns a previously filed application for a 
patent, it must identify on the top page in a conspicuous location, 
the application number (consisting of the series code and the serial 
number; e.g., 07/123,456), or the serial number and filing date 
assigned to that application by the Patent and Trademark Office, or 
the international application number of the international applica- 
tion. Any correspondence not containing such identification will be 
returned to the sender where a return address is available. The 
returned correspondence will be accompanied by a cover letter 
which will indicate to the sender that if the returned correspon- 
dence is resubmitted to the Patent and Trademark Office within 
two weeks of the mailing date on the cover letter, the original date 
of receipt of the correspondence will be considered by the Patent 
and Trademark Office as the date of receipt of the correspondence. 
Applicants may use either the Certificate of Mailing or Transmis- 
sion procedure under § 1.8 or the Express Mail procedure under § 
1.10 for resubmissions of returned correspondence if they desire to 
have the benefit of the date of deposit with the United States Postal 
Service. If the returned correspondence is not resubmitted within 
the two-week period, the date of receipt of the resubmission will 
be considered to be the date of receipt of the correspondence. The 
two-week period to resubmit the returned correspondence will not 
be extended. In addition to the application number, all letters 
directed to the Patent and Trademark Office concerning applica- 
tions for patents should also state the name of the applicant, the 
title of the invention, the date of filing the same, and, if known, the 
group art unit or other unit within the Patent and Trademark Office 
responsible for considering the letter and the name of the examiner 
or other person to which it has been assigned. 


ke KK 


5. Section 1.6 is amended by revising paragraph (a) to read as 
follows: 


§ 1.6 Receipt of correspondence. 


(a) Date of receipt and Express Mail date of deposit. Correspon- 
dence received in the Patent and Trademark Office is stamped with 
the date of receipt except as follows: 

(1) The Patent and Trademark Office is not open for the filing of 
correspondence on any day that is a Saturday, Sunday or Federal 
holiday within the District of Columbia. Except for correspon- 
dence transmitted by facsimile as provided for in paragraph (a)(3) 
of this section, no correspondence is received in the Patent and 
Trademark Office on Saturdays, Sundays or Federal holidays 
within the District of Columbia. 

(2) Correspondence filed in accordance with § 1.10 will be 
stamped with the date of deposit as “Express Mail” with the 
United States Postal Service. 

(3) Correspondence transmitted by facsimile to the Patent and 
Trademark Office will be stamped with the date on which the 
complete transmission is received in the Patent and Trademark 
Office unless that date is a Saturday, Sunday, or Federal holiday 
within the District of Columbia, in which case the date stamped 
will be the next succeeding day which is not a Saturday, Sunday, 
or Federal holiday within the District of Columbia. 


eR KK * 


6. Section 1.8 is amended by revising paragraphs (a)(1)(i)(A) and 
(a)(2)(ii) to read as follows: 


§ 1.8 Certificate of mailing or transmission. 
(a) * * * 
(1) ** * 


(i) * * * 


(A) Addressed as set out in § 1.1(a) and deposited with the U.S. 
Postal Service with sufficient postage as first class mail; or 
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(2) * * * 
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(ii) Relative to Trademark Registrations and Trademark Appli- 
cations 

(A) The filing of a trademark application. 

(B) [Reserved] 

(C) [Reserved] 

(D) [Reserved] 

(E) [Reserved] 

(F) [Reserved] 
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7. Section 1.9 is amended by adding a new paragraph (h) to read 
as follows: 


§ 1.9 Definitions. 


xe kK * 


(h) A “Federal holiday within the District of Columbia” as used 
in this chapter means any day, except Saturdays and Sundays, 
when the Patent and Trademark Office is officially closed for 
business for the entire day. 


8. Section 1.10 is revised to read as follows: 
§ 1.10 Filing of correspondence by “Express Mail.” 


(a) Any correspondence received by the Patent and Trademark 
Office (Office) that was delivered by the “Express Mail Post Office 
to Addressee” service of the United States Postal Service (USPS) 
will be considered filed in the Office on the date of deposit with the 
USPS. The date of deposit with the USPS is shown by the 
“date-in” on the “Express Mail” mailing label or other official 
USPS notation. If the USPS deposit date cannot be determined, the 
correspondence will be accorded the Office receipt date as the 
filing date. See § 1.6(a). 

(b) Correspondence should be deposited directly with an em- 
ployee of the USPS to ensure that the person depositing the 
correspondence receives a legible copy of the “Express Mail” 
mailing label with the “date-in” clearly marked. Persons dealing 
indirectly with the employees of the USPS (such as by deposit in 
an “Express Mail” drop box) do so at the risk of not receiving a 
copy of the “Express Mail” mailing label with the desired 
“date-in” clearly marked. The paper(s) or fee(s) that constitute the 
correspondence should also include the “Express Mail” mailing 
label number thereon. See paragraphs (c), (d) and (e) of this 
section. 

(c) Any person filing correspondence under this section that was 
received by the Office and delivered by the “Express Mail Post 
Office to Addressee” service of the USPS, who can show that there 
is a discrepancy between the filing date accorded by the Office to 
the correspondence and the date of deposit as shown by the 
“date-in” on the “Express Mail” mailing label or other official 
USPS notation, may petition the Commissioner to accord the 
correspondence a filing date as of the “date-in” on the “Express 
Mail” mailing label or other official USPS notation, provided that: 

(1) The petition is filed promptly after the person becomes 
aware that the Office has accorded, or will accord, a filing date 
other than the USPS deposit date; 

(2) The number of the “Express Mail” mailing label was placed 
on the paper(s) or fee(s) that constitute the correspondence prior to 
the original mailing by “Express Mail;” and 

(3) The petition includes a true copy of the “Express Mail” 
mailing label showing the “date-in,” and of any other official 
notation by the USPS relied upon to show the date of deposit. 

(d) Any person filing correspondence under this section that was 
received by the Office and delivered by the “Express Mail Post 
Office to Addressee” service of the USPS, who can show that the 
“date-in” on the “Express Mail” mailing label or other official 
notation entered by the USPS was incorrectly entered or omitted 
by the USPS, may petition the Commissioner to accord the 
correspondence a filing date as of the date the correspondence is 
shown to have been deposited with the USPS, provided that: 
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(1) The petition is filed promptly after the person becomes 
aware that the Office has accorded, or will accord, a filing date 
based upon an incorrect entry by the USPS; 

(2) The number of the “Express Mail” mailing label was placed 
on the paper(s) or fee(s) that constitute the correspondence prior to 
the original mailing by “Express Mail”; and 

(3) The petition includes a showing which establishes, to the 
satisfaction of the Commissioner, that the requested filing date was 
the date the correspondence was deposited in “Express Mail Post 
Office to Addressee” service prior to the last scheduled pickup for 
that day. Any showing pursuant to this paragraph must be 
corroborated by evidence from the USPS or that came into being 
after deposit and within one business day of the deposit of the 
correspondence in the “Express Mail Post Office to Addressee” 
service of the USPS. Any statement submitted in support of such 
a showing pursuant to this paragraph must be a verified statement 
if made by a person other than an employee of the USPS or a 
practitioner as defined in § 10.1(r) of this chapter. 

(e) Any person mailing correspondence addressed as set out in 
§ 1.1(a) to the Office with sufficient postage utilizing the “Express 
Mail Post Office to Addressee” service of the USPS but not 
received by the Office, may petition the Commissioner to consider 
such correspondence filed in the Office on the USPS deposit date, 
provided that: 

(1) The petition is filed promptly after the person becomes 
aware that the Office has no evidence of receipt of the correspon- 
dence; 

(2) The number of the “Express Mail” mailing label was placed 
on the paper(s) or fee(s) that constitute the correspondence prior to 
the original mailing by “Express Mail:” 

(3) The petition includes a copy of the originally deposited 
paper(s) or fee(s) that constitute the correspondence showing the 
number of the “Express Mail” mailing label thereon, a copy of any 
returned postcard receipt, a copy of the “Express Mail” mailing 
label showing the “date-in,” a copy of any other official notation 
by the USPS relied upon to show the date of deposit, and, if the 
requested filing date is a date other than the “date-in” on the 
“Express Mail” mailing label or other official notation entered by 
the USPS, a showing pursuant to paragraph (d)(3) of this section 
that the requested filing date was the date the correspondence was 
deposited in “Express Mail Post Office to Addressee” service prior 
to the last scheduled pickup for that day; and 

(4) The petition includes a statement which establishes, to the 
satisfaction of the Commissioner, the original deposit of the 
correspondence, and that the copies of the correspondence, the 
copy of the “Express Mail” mailing label, the copy of any returned 
postcard receipt, and any official notation entered by the USPS are 
true copies of the originally mailed correspondence and original 
“Express Mail” mailing label, returned postcard receipt, and 
official notation entered by the USPS. Such statement must be a 
verified statement if made by a person other than a practitioner as 
defined in § 10.1(r) of this chapter. 

(f) The Office may require additional evidence to determine if 
the correspondence was deposited as “Express Mail” with the 
USPS on the date in question. 


PART 2--RULES OF PRACTICE IN TRADEMARK CASES 


9. The authority citation for 37 CFR Part 2 continues to read as 
follows: Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise 
noted. 


10. Section 2.165(a)(1) is revised to read as follows: 
§ 2.165 Reconsideration of affidavit or declaration. 


(a)(1) If the affidavit or declaration filed pursuant to § 2.162 is 
insufficient or defective, the affidavit or declaration will be refused 
and the registrant will be notified of the reason. Reconsideration of 
the refusal may be requested within six months from the date of 
the mailing of the action. The request for reconsideration must 
state the grounds for the request. A supplemental or substitute 
affidavit or declaration required by section 8 of the Act of 1946 
cannot be considered unless it is filed before the expiration of six 
years from the date of the registration or from the date of 
publication under section 12(c) of the Act. 
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PART 5 - SECRECY OF CERTAIN INVENTIONS AND LI- 
CENSES TO EXPORT AND FILE APPLICATIONS IN FOR- 
EIGN COUNTRIES 


11. The authority citation for 37 CFR Part 5 continues to read as 
follows: 


Authority: 35 U.S.C. 6, 41, 181-188, as amended by the Patent 
Law Foreign Filing Amendments Act of 1988, Pub. L. 100-418, 
102 Stat. 1567; the Arms Export Control Act, as amended, 22 
U.S.C. 2751 et seq., the Atomic Energy Act of 1954, as amended, 
42 U.S.C. 2011 et seq., and the Nuclear Non-Proliferation Act of 
1978, 22 U.S.C. 3201 et seq., and the delegations in the regulations 
under these acts to the Commissioner (15 CFR 370.10(j), 22 CFR 
125.04, and 10 CFR 810.7). 


12. Section 5.33 is revised to read as follows: 
§ 5.33 Correspondence. 


All correspondence in connection with this part, including 
petitions, should be addressed to “Assistant Commissioner for 
Patents (Attention: Licensing and Review), Washington, D.C. 
20231.” 


PART 10 - REPRESENTATION OF OTHERS BEFORE THE 
PATENT AND TRADEMARK OFFICE 


13. The authority citation for 37 CFR Part 10 continues to read as 
follows: Authority: 5 U.S.C. 500; 15 U.S.C. 1123; 35 U.S.C. 6, 31, 
32, 41. 


14. Section 10.23 is amended by revising paragraph (c)(9) to read 
as follows: 


§ 10.23 Misconduct. 


* ee * 


(9) Knowingly misusing a “Certificate of Mailing or Transmis- 
sion” under § 1.8 of this chapter. 
kKKK * 

October 24, 1996 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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(243) DEPARTMENT OF COMMERCE 


Patent and Trademark Office 


Change of Address For Trademark Applications and 
Trademark Related Papers 


Agency: Patent and Trademark Office, Commerce. 
Action: Notice. 


Summary: Commencing July 5, 1994, trademark applications and 
other trademark-related mail, except for trademark-related docu- 
ments sent to the Assignment Branch for recordation and requests 
for certified copies of trademark documents, should be addressed 
to: Assistant Commissioner for Trademarks, 2900 Crystal Drive, 
Arlington, Va. 22202-3513. 


Dates: This new address will be effective July 5, 1994. 


For Further Information Contact: Lynne G. Beresford at (703) 
305-9464 or by mail marked to her attention and addressed to: 
Assistant Commissioner for Trademarks, Washington, D.C. 20231. 
After July 5, 1994, mail should be addressed to: Assistant 
Commissioner for Trademarks, 2900 Crystal Drive, Arlington, Va. 
22202-3513. 
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Supplemental Information: As part of its emphasis on better 
service for trademark applicants and registrants, the responsibilty 
for receiving, opening and routing of trademark mail is being 
transferred to the Assistant Commissioner for Trademarks. In order 
to more efficiently process the mail, the Assistant Commissioner 
has determined that trademark-related mail, except for trademark- 
related documents sent to the Assignment Branch for recordation 
and requests for certified copies of trademark application and 
registration documents, should be sent directly to the Assistant 
Commissioner for Trademarks, 2900 Crystal Drive, Arlington, Va. 
22202-3513, which is the location of the Trademark Operation. 
Having mail sent directly to that address should speed up process- 
ing and reduce the amount of lost or misrouted mail. The mail 
room at the South Tower Building will begin to receive and 
process mail on July 5, 1994. For a period after July 5, 1994, the 
Patent and Trademark Office (Office) will receive trademark- 
related mail at both the old address, Commissioner of Patents and 
Trademarks, Washington, D.C. 20231, and at the new address, 
Assistant Commissioner for Trademarks, 2900 Crystal Drive, 
Arlington, Va., 22205-3513. The Office is currently preparing a 
notice of proposed rulemaking to formally change the address for 
trademark-related papers. The Office will continue to maintain the 
following special boxes, Box Trademark Application, Box ITU, 
Box AAU, and Box 5, for expedited processing and distribution of 
specific types of documents. The Office encourages the continued 
use of these boxes with the new address. 


People may continue to file both patent and trademark-related 
papers directly at the Attorneys’ Window located in Room 1 B03 of 
Crystal Plaza Building 2, Arlington, Va. 


Sections 1.8 and 1.10 of Title 2 of Section 37 of the Code of 
Federal Regulations are waived, to the extent that, on or after July 
5, 1994, a certificate of mailing under § 1.8 or 1.10, for trademark 
applications and other trademark-related mail, except for trade- 
mark-related documents sent to the Assignment Branch for recor- 
dation and requests for certified copies of trademark application 
and registration documents, may be addressed either to the 
Commissioner of Patents and Trademarks, Washington, D.C. 
20231, or to the Assistant Commissioner for Trademarks, 2900 
Crystal Drive, Arlington, Va., 22202-3513. Patent-related mail 
should continue to be sent to: Commissioner of Patents and 
Trademarks, Washington, D.C. 20231. 


Authority: 35 U.S.C. 6, 15 U.S.C. 1123 


May 26, 1994 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 
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(244) Filing Receipt for Trademark Applications 


Effective immediately, the Trademark Examining Operation will 
replace its existing “FILING RECEIPT FOR TRADEMARK 
APPLICATIONS,” PTO Form 100 (Rev. 8/78), with a filing 
receipt using a new format. The revised filing receipt will be 
printed on a single sheet of 8 1/2“ x 11” paper and will contain 
information regarding the mark, applicant, International and U.S. 
classes, goods and/or services, and dates of use. If all of the 
information relating to a new application cannot be printed on the 
8 1/2“ x 11” filing receipt, it will be noted that additional 
information was contained in the application but was not printed. 
The addressee’s name and address will be printed on the back of 
the filing receipt. 
Sept. 6, 1988 JEFFREY M. SAMUELS 

Assistant Commissioner 

for Trademarks 


[1095 TMOG 6] 





1243 TMOG 824 
(245) 


(245) Change of Correspondence Address in 
Trademark Applications 

Applicants are reminded that when an application is filed and a 
correspondence address is entered in the Official record, corre- 
spondence will continue to be sent to such address until the 
applicant or party, or the attorney-at-law or other authorized 
representative of the applicant or party, indicates in writing that 
correspondence is to be sent to another address. 37 CFR Section 
2.18. The filing of a response to an Office action on letterhead 
stationery that indicates a different address from the correspon- 
dence address of record is insufficient notice that correspondence 
is to be sent to another address. Specific language is needed which 
can reasonably be interpreted to be a request to change the address. 
See TMEP Section 603. 

If a power of attorney has been filed in an application, a 
subsequently filed power of attorney will be regarded as a written 
request to change the correspondence address, even if there is no 
specific language changing the address or revoking the prior power 
of attorney. See TMEP Section 603. 


May 15, 1986 MARGARET M. LAURENCE 


Assistant Commissioner 
for Trademarks 
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(246) Helpful Hints 

* Correspondence with Certificate of Mailing Delivered by 
Commerical Carrier--The benefits of 37 CFR 1.8 or 1.10 apply 
only to documents delivered to the PTO by the U.S. Postal Service. 

A number of instances have been uncovered where individuals 
are certifying that documents were deposited with the U.S. Postal 
Service when, in fact, the documents were hand carried or 
delivered to the PTO via commerical mail service, e.g., “Federal 
Express,” “DHL,” “Purolator,” “Air Borne,” “UPS’,” etc. In those 
instances where documents include a certificate of mailing under 
37 CFR 1.8 or 1.10, but were delivered to the PTO by other than 
U.S. Postal Service, Mail Room personnel are placing a notice 
indicating that fact on the correspondence involved to alert PTO 
personnel that the benefits of 37 CFR 1.8 or 1.10 do not apply. 
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Department of Commerce 
Patent and Trademark Office 
[Docket No. 980713169-8167-01] 


Dissemination of Patent and Trademark Information 
on the PTO’s Web Site 


Agency: Patent and Trademark Office, Commerce. 
Action: Notice and request for public comments. 


Summary: The Patent and Trademark Office (PTO) plans to 
expand the searchable database offerings on its World-Wide Web 
(Web) site by adding additional patent data and by including 
trademark data. This expansion will provide Web access to the full 
text of patents granted since 1976 and to the trademark text data 
for registered and pending marks. The PTO also plans to incorpo- 
rate patent and trademark image data and trademark data for 
inactive marks as part of its expanded Web offering. The PTO 
requests public comments on its decision to expand its Web site 
offerings. 


Dates: To ensure consideration, written comments must be sub- 
mitted on or before August 26, 1998. 


Addresses: Address comments to the Commissioner of Patents 
and Trademarks, Attention: Wesley H. Gewehr, Administrator for 
Information Dissemination, Crystal Park 3, Suite 451, Washington, 
D.C. 20231; or fax to 703-306-2737: or e-mail to 
jane.myers@uspto.gov. Comments will be available for public 
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inspection in the Office of Electronic Information Products, 
Crystal Park 3, Suite 441, 2231 Crystal Drive, Arlington, Va. 


For Further Information Contact: Jane S. Myers, Office of 
Electronic Information Products, by telephone at 703-306-2600; 
by fax at 703-306-2737; by e-mail to jane.myers @uspto.gov; or by 
mail to Patent and Trademark Office, Office of Electronic Infor- 
mation Products, Crystal Park 3, Suite 441, Washington, D.C. 
20231. 


Supplementary Information: The PTO has been directed to 
disseminate patent and trademark information using automated 
methods. See 35 USC 41(i)(2). The PTO currently provides the 
public with on-line access, for a fee, to internal patent and 
trademark automated search systems in its public search facilities 
located in Crystal City, Va. Thirty-one Patent and Trademark 
Depository Libraries (PTDLs) offer on-line access to PTO’s 
automated patent full-text search system, and three Partnership 
PTDLs offer on-line access to PTO’s automated trademark text 
and image search system and to the automated patent image 
retrieval system. The PTO also provides access to subsets of its 
patent and trademark databases on CD-ROMs in the PTO’s public 
search facilities and at 83 PTDLs located throughout the country. 
The PTO selis its CD-ROM products to the public, and the 
Government Printing Office makes them available to the Federal 
Depository Libraries. Although the PTO has provided World-Wide 
Web access to searchable patent bibliographic data since Novem- 
ber 1995, neither searchable trademark data, the full text of 
patents, nor patent and trademark image data are currently avail- 
able on the PTO Web site. 


The PTO hereby provides notice to the public of its plans to 
expand searchable patent data and to begin offering searchable 
trademark data on its Web site. In August of this year, the PTO 
plans to provide free Web access to the trademark text data that is 
currently available on the PTO’s Cassis CD-ROM products-- 
Trademarks Registered and Trademarks Pending--covering active 
registered and pending marks. In November 1998, this trademark 
offering will include the “clipped” images associated with these 
marks. In the future, this searchable trademark database will be 
expanded to include inactive (abandoned, cancelled and expired) 
marks and some additional data elements associated with those 
inactive marks, and will be updated more frequently to reflect 
more current conditions of the trademark database. Also in 
November 1998, the PTO plans to expand its patent database 
offering on the Web to include free access to the full text of all 
patents issued since 1976. In March 1999, the patent offering will 
allow users free access to the full page images of patents identified. 
On-line ordering of patent documents issued since 1976 for 
electronic delivery, for a fee, is planned for March 1999. Any such 
fee will be established by taking into consideration applicable 
government policy, OMB circular A-130, the Paperwork Reduc- 
tion Act, and any other applicable statutes. The PTO requests 
public comments on its plans to expand its Web site offerings. 
July 21, 1998 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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(248) GLOBALPat and USAMark 


CD-ROM Products Now Available 


Nearly all of the world’s patent literature published since 1971 
is now available on the GLOBALPat CD-ROM collection from 
the European Patent Office and the U.S. Patent and Trademark 
Office. Derived from the First Page Data Base (FPDB ), GLO- 
BALPat delivers information from the front page of a single 
representative member of each patent family published by the 
United States, the European Patent Office, France, Germany, Great 
Britain, Switzerland or the World Intellectual Property Organiza- 
tion. Each record contains English language bibliographic text, an 
abstract and a representative drawing, where appropriate. GLO- 
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BALPat uses the MIMOSA software developed jointly by the 
Trilateral Offices (U.S. Patent and Trade mark Office, the Japanese 
Patent Office, and the European Patent Office) for SGML-encoded 
documents. 


GLOBALPat is available both as a back file and a front file. The 
back file consists of 116 discs arranged into 69 technology sets 
based on the International Patent Classification, and covers the 
years 1971-1996. The front file consists of documents from 1997, 
to be published as data is available, and is arranged by issuing 
country in numerical order. Price of the back file, which must be 
ordered in its entirety, is $1,200 U.S.; price of the front file is $200 
U.S. per calendar year. 


USAMark offers facsimile images of the more than two million 
U.S. trademarks registered from 1884 to the present, whether or 
not they are currently active. This is a document delivery system 
rather than a search system. Registrations are retrieved by docu- 
ment number only from a cumulative index that covers all issued 
discs. The cumulative index is updated during the process of 
installing the most recently received issue. Lists of document 
numbers found in another search system can be uploaded from a 
file or copied from the clipboard. USAMark represents the best 
available copy of a substantial portion of the trademark search files 
at the U.S. Patent and Trademark Office. 


USAMark is available both as a back file and a front file. The 
price for the back file of 101 discs representing 1884 - 1997, which 
must be ordered as a complete set, is $1,100 U.S. The front file 
containing documents from 1998, to be updated monthly including 
any back file changes, is available on a calendar year subscription 
basis. The subscription price is $200 U.S. per calendar year. 


Orders for subscriptions to either GLOBALPat or USAMark 
will be accepted at any point during the calendar year and will 
include all issues for that calendar year. Both products may be used 
in a local-area network at no extra cost. 


For more information, or to request an order form, please 
contact: 


Office for Patent and Trademark Information 
Telephone: (703) 306-2600 

Fax: (703) 306-2737 
May 29, 1998 WESLEY H. GEWEHR 
Administrator for Information 
Dissemination 
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(249) Trademark Search Tools on CD-ROM 


The June 1997 edition of the Trademarks ASSIST CD-ROM is 
now available for $50. This issue includes the most recently 
published version of the Trademark Manual of Examining Proce- 
dure (TMEP), the Goods & Services Manual, the Trademark Trial 
and Appeal Board Manual of Procedure and a Trademark Tele- 
phone Index. Incorporated in the TMEP are the Trademark Statute 
and Rules and the Trademark Examination Guide and Notes. 


For further information or to request an order form, please 
contact: 


U.S. Patent and Trademark Office 

Office of Electronic Information Products 
Crystal Park 3, Suite 441 

Washington, D.C. 20231 


Phone: (703) 306-2600 
Fax: (703) 306-2737 
{1201 TMOG 92] 
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(250) Patent and Trademark Office Services 
In order to provide improved services to trademark applicants, 
registrants, and the general public, the Patent and Trademark 
Office plans to implement a pilot program called the “Trademark 
Assistance Center.” The Center will provide general information 
about the trademark registration process and will respond to 
inquiries pertaining to the status of specific trademark applications 
and registrations. The location of the Center is 2900 Crystal Drive, 
4B10, Arlington, Va. 22202-3513. Assistance may be obtained 
in-person or by dialing (703) 308-9000, Monday through Friday, 
8:30 a.m. to 5:00 p.m. Eastern time, except holidays. Opening of 
the Center is planned for October 3, 1994. Please note that 
personal assistance concerning trademark as well as patent matters 
will continue to be available at 308-HELP and recorded informa- 
tion will continue to be available at (703) 557-INFO. Also, 
automated information about the status of trademark applications 
and registrations will continue to be available at (703) 305-8747. 
September 7, 1994 PHILIP G. HAMPTON, II 
Assistant Commissioner 
for Trademarks 
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(251) Availability of Trademark Status Line 

Beginning on Feb. 20, 1990, the U.S. Patent and Trademark 
Office provided access, via push button telephone, to current status 
and status date information for all federal trademark application 
and registration records maintained in the automated Trademark 
Reporting and Monitoring (TRAM) System. The Trademark Status 
Line will be available on (703)557-8747 from 6:30 a.m. until 
midnight, Eastern Time, Monday through Friday. 

The Trademark Status Line may be used from any push button 
telephone by entering a seven-digit registration number and the 
“#” symbol or an eight-digit serial number and the “#” symbol 
after the welcoming message and the tone. All calls will be 
answered in the order received. Callers may request information 
for up to five serial number or registration number records per call. 

When requesting information for registration numbers under 
one million, add sufficient leading zeros to the registration number 
so that a total of seven digits are entered. For example, to get status 
information for Reg. No. 88,725 enter 0088725#. 

When requesting information for applications, enter an eight- 
digit serial number that consists of the two-digit series code 
followed by the six-digit serial number PTO. The series code is 
determined by the filing date of the application. All applications 
filed before Mar. 31, 1905 are series code 70. Applications filed 
between Apr. 1, 1905 and Dec. 31, 1955 are series code 71. 
Applications filed between Jan. 1, 1956 and Aug. 31, 1973 are 
series code 72. Applications filed between Sept. 1, 1973 and Nov. 
15, 1989 are series code 73. All applications filed on or after 
November 16, 1989 are series code 74. 

When requesting information for serial numbers under 100,000 
in any series code, add sufficient leading zeros to the serial number 
so that a total of six digits are entered after the series code. For 
example, to get status information for serial number 92,132 in 
series code 73, enter 730921324. 

The TRAM System contains records for all active federal 
trademark registration and pending applications. The TRAM 
System also contains records for all federal trademark registrations 
and applications which became inactive after Mar. 31, 1982. Some 
earlier inactive records are also available. 

The Trademark Status Line will provide current status informa- 
tion for all federal trademark application and registration records 
included in the TRAM System. The date that the record entered the 
current status is provided also. If additional information regarding 
the status of a trademark application or registration is required, call 
the Trademark Services division at (703)557-5249 and request a 
status check. 


Feb. 8, 1990 JEFFREY M. SAMUELS 
Assistant Commissioner 


for Trademarks 
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(252) TRADEMARK STATUS INFORMATION 
AVAILABLE ON THE TRADEMARK STATUS LINE 


The Trademark Status Line (703) 557-8747 provides status and status date information for all Trademark applications and registrations 
to users with touch tone telephones. The Trademark Status Line is available from 6:30 A.M. to midnight (Eastern Standard Time), 
Monday through Friday. 

The following is a listing of the status text provided by the Trademark Status Line for each corresponding status code in the TRAM 
system and the usual location of the file when it is in each status. All information in parenthesis is explanatory and is not part of the status 
text. All status codes followed by a “*” are within the blackout period for filing Amendments to Allege Use in Intent to Use applications. 
All status codes followed by a “*” apply to Intent to Use applications only. 


Status Status Usual File 
Text Location 


Abandoned-Incomplete Response Warehouse 
Abandoned-Express Warehouse 
Abandoned-Failure to Respond Warehouse 
Abandoned-After ex parte Appeal Warehouse 
Abandoned-After inter partes decision Warehouse 
Abandoned-After Publication Warehouse 
Abandoned-No Statement of Use filed Warehouse 
Abandoned-Defective Statement of use Warehouse 
Abandoned-After Petition Decision Warehouse 
Abandoned-Defective Divided Application Warehouse 
Petition to Revive-received TMEO Dir 
Abandoned-Petition to revive denied Warehouse 
Revived-Awaiting Further Action Law Office 
Abandoned File-Backfile Warehouse 
(Indicates the application existed when the TRAM database 

was created and it is abandoned but the reason for the 

abandonment is unknown.) Warehouse 
Backfile application added to database 

Status not recorded. 

(Indicates the application existed when the TRAM database 

was created and the status is unknown at this time.) 

Misassigned Serial Number File Cover 
(Indicates that the subject serial number was Destroyed 
assigned in error and cancelled. File contents were returned to 

submitter or transferred to another serial number.) 

Registered-Backfile Warehouse 
(Indicates the registration existed when the TRAM database 

was created and remains registered at this time.) 

Registration added to the data base Warehouse 
Status unclear 

(Indicates the registration status is unknown at this time.) 

Registered-Backfile cancelled or expired Warehouse 
(Indicates the registration is no longer active but the reason for 

this is unknown.) 

New Application-Record initialized not assigned to Law Office 
examiner 

New Application-Divided-Initial processing ITU Unit 
(Indicates a divisional request has been received and is being 

processed.) 

Informal Application Pre-Exam 
(Indicates that the application filed was incomplete.) 

New Application-Assigned to an examiner Law Office 
Non-final action counted-Not mailed Law Office 
Non-final action-Mailed Law Office 
Previous action/approval count withdrawn Law Office 
(Indicates the Examiner has withdrawn an Office 

Action or approval.) 

Final refusal counted-Not mailed Law Office 
Final refusal-Mailed Law Office 
Examiner’s amendment counted-Not mailed Law Office 
Examiner’s amendment-Mailed Law Office 
Action continuing Final counted-Not mailed Law Office 
Action continuing Final-Mailed Law Office 
Suspension inquiry counted-Not mailed Law Office 
Suspension inquiry-Mailed Law Office 
Suspension letter counted-Not mailed Law Office 
Suspension letter-Mailed Law Office 
Report completed suspension check- Law Office 
Case still suspended 

Response after non-Final action-Entered Law Office 
Response after Final rejection-Entered Law Office 
Notice of unresponsive amendment-Counted Law Office 
Notice of unresponsive amendment-Mailed Law Office 
Refusal withdrawal letter-Counted Law Office 
(Refers to an Office Action which withdraws a 

refusal after an ex parte appeal has been filed.) 
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Status 
Code 


668 
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Status 
Text 


Refusal withdrawal letter-Mailed 

(Refers to an Office Action which withdraws a 
refusal after an ex parte appeal has been filed.) 
Reinstated-Awaiting further action 

(Refers to an application which was reinstated 
after an abandonment due to PTO error.) 
Approved for publication 
Publication/Registration review complete 

(By the Law Office Clerk) 

Published for Opposition 


Notice of Allowance-Issued 
Notice of Allowance-Withdrawn 


Notice of Allowance-Cancelled 


Withdrawn from publication 

Withdrawn from registration-Jurisdiction restored 
(To Examiner) 

Withdrawn from registration 

Registered 

Section 8-Accepted 

Section 8 and 15-accepted and acknowledged 
Section 15-acknowledged 

Partial Section 8 accepted 

Partial Section 8 and 15 accepted and acknowledged 
Cancelled-Section 8 

Cancelled-Section 7(d) 

Cancelled by court Order under Section 37 
Cancelled-Section 18 

Cancelled-Section 24 

Cancelled-Restored to Pendency 

(Indicates the subject registration number was assigned in 
error and correction requires restoration of the appliaction to 
pendency) 

Inadvertently issued registration number-Cancelled 
(Indicates the subject registration number was 
assigned in error and has been cancelled.) 
Request for first extension-Filed 

Request for second extension-Filed 

Request for third extension-Filed 

Request for fourth extension-Filed 

Request for fifth extension-Filed 

Extension request refusal-Counted not mailed 
Extension request refusal-Mailed 

First Extension-Granted 

Second Extension-Granted 

Third Extension-Granted 

Fourth Extension-Granted 

Fifth Extension-Granted 

Post registration paper filed-Assigned to paralegal 
Statement of Use-Filed 

Statement of Use-Informal-Letter mailed 
Statement of Use-Informal-Response entered 
Statement of Use-ITU processing complete 
(Indicates pre-exam processing of the Statement 
of Use at the ITU Unit is complete.) 

Statement of Use-To examiner (For Examination) 
Statement of Use-Examiner statement counted-Not 
mailed 

Statement of Use-Examiner Statement-Mailed 
Examiner statement counted-Not mailed 
Examiner statement-Mailed 

Ex parte appeal pending 

Ex parte appeal-Refusal reversed 

Ex parte appeal-Refusal affirmed 

Ex parte appeal dismissed as moot 

Concurrant use proceeding terminated-Granted 
Concurrant use proceeding terminated-Denied 
Concurrent use proceeding pending 

Interference proceeding pending 

Interference proceeding terminated 

Opposition pending 

Opposition dismissed 

Opposition terminated-See TTAB records 
Cancellation dismissed 

Opposition sustained 

Cancellation terminated-See TTAB records 
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Usual File 
Location 


Law Office 


Law Office 


Law Office 
Pub. and 
Issue 

Pub. and 
Issue 

ITU Unit 
Pub. and 
Issue 

Pub. and 
Issue 


Law Office 


Warehouse 
Post Reg. 
Post Reg. 
Post Reg. 
Post Reg. 
Post Reg. 
Warehouse 
Warehouse 
Warehouse 
Warehouse 
Warehouse 
Law Office 


ITU Unit 
ITU Unit 
ITU Unit 
ITU Unit 
ITU Unit 
ITU Unit 
ITU Unit 
ITU Unit 
ITU Unit 
ITU Unit 
ITU Unit 
ITU Unit 
Post Reg. 
ITU Unit 
ITU Unit 
ITU Unit 
Law Office 


Law Office 
Law Office 


Law Office 
Law Office 
Law Office 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 
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Status 
Text 


Status 
Code 


782* 
of Judgement Deferred 

7834 
of Judgement Deferred 

7844 
of judgement deferred 

785" 
of Judgement Deferred 

790 Cancellation Pending 

794 Jurisdiction restored to examiner 

800 Renewed 

801* Opposition instituted 

802* i 


803* Amendment after publication 


806% 
807" 
8084 
809% 
8104 
counted-Not mailed 
8114 
8124 
counted-Not mailed 
8134 
8144 
action-Entered 
8154 
rejection-Entered 
816% 
amendment-Counted-Not mailed 
8174 
amendment-Mailed 
8184 
(By the Examiner) 
819% 
(By the Law Office Clerk) 
900 


renewed.) 


December 3, 1990 
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Statement of Use-Opposition Decided-Entry 
Statement of Use-Cancellation Decided-Entry 
Statement of Use-Interference Decided-Entry 


Statement of Use-Concurrant Use Decided-Entry 


Request for extension of time to file opposition 


Statement of Use-Non-final action counted-Not mailed 
Statement of Use-Non-final action-Mailed 

Statement of Use-Final refusal counted-Not mailed 
Statement of Use-Final refusal-Mailed 

Statement of Use-Examiner’s amendment 


Statement of Use-Examiner’s amendment-Mailed 
Statement of Use-Action continuing final 


Statement of Use-Action continuing final-Mailed 
Statement of Use-Response after non-final 


Statement of Use-Response after final 

Statement of Use-Notice of unresponsive 

Statement of Use-Notice of unresponsive 

Statement of Use accepted-Approved for Registration 
Statement of Use-Registration review complete 


Expired (Refers to registration that were not 
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Usual File 
Location 


TTAB 
TTAB 
TTAB 
TTAB 


TTAB 

Law Office 
Post Reg. 
TTAB 
TTAB 

™ 
Service 
Division 
Law Office 
Law Office 
Law Office 
Law Office 
Law Office 


Law Office 
Law Office 


Law Office 
Law Office 


Law Office 
Law Office 
Law Office 
Law Office 
Pub. and 


Issue 
Warehouse 


JEFFREY M. SAMUELS 
Assistant Commissioner for Trademarks 
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(253) Notices of Abandonment 


The Trademark Operation has begun notifying trademark appli- 
cants when their pending applications have been abandoned by the 
Office. Under this new procedure, a computer-generated post card 
bearing the notice, serial number, applicant name and abandon- 
ment date will be sent to the correspondence address designated by 
the applicant. The post cards will be mailed within 2 to 4 weeks 
after the application is declared abandoned. 


Jan. 13, 1986 MARGARET M. LAURENCE 
Assistant Commissioner 


for Trademarks 
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(254) Automated Trademark System (X-Search) 
Training for Public Users 
X-Search, an enhanced automated trademark searching system, 
is scheduled to become available in July 1993. 


Several free training classes will be offered to the public. A 
four-hour class, consisting of a lecture session and hands-on 
instruction, will be conducted once a month from 4:00 to 8:00 p.m. 


This class is for users who have no experience with automated 
trademark seraching. A two-hour class will be conducted three 
times a week for users who have experience with automated 
trademark searching techniques. These classes will be held from 
5:30 to 7:30 p.m. on Tuesdays and Thursdays and from 9:00 to 
11:00 a.m. on Saturdays. 


Space in all sessions will be limited. A lottery-type drawing will 
be held to determine specific class assignments. To enter the 
lottery drawing, a completed application form including all infor- 
mation shown below may be deposited in the Trademark Search 
Library or submitted via mail or telefax. Applications received on 
or before June 25, 1993, will be included in the lottery for classes 
beginning in July. 


Trainees who fail to appear at their scheduled class will not be 
reassigned until all persons scheduled on the original lottery have 
been accommodated. Subsequent lotteries will be offered periodi- 
cally if demand requires. 


Training for the new system is recommended, but not required. 
In addition to the formal training described above, informal 
demonstrations will take place during business hours in the 
Trademark Search Library, 2900 Crystal Drive, room 2B30. These 
sessions will be available for the first ten days following introduc- 
tion of the X-Search system and will not require a reservation. 
Specific dates will be posted in the Trademark Search Library. 
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Patent and Trademark Office 
Automated Trademark System (X-Search) 
Application Form for Training 


Name 
First Last 
Mailing Address 
Phone Number: 
(Area Code) 


Employer: 


Prefer: Two-Hour Saturday Class Two-Hour Tuesday Class 


Two-Hour Thursday Class Four-Hour Class 


Applications should be deposited in the Trademark Search 
Library of forwarded via mail or telefax to: 


Commissioner of Patents and Trademarks 
Box PUTB 
Washington, D.C. 20231 
FAX: 703/305-7786 
May 17, 1993 THERESA A. BRELSFORD 
Assistant Commissioner for 
Public Services and 
Administration 


[1151 TMOG 52] 





(255) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 1, 2, and 10 
[Docket No. 921061-2261] 


[RIN 0651-AA50] 
Electronic Filing of Patent and Trademark Applications 


Agency: Patent and Trademark Office Commerce 

Action: Advance Notice of Proposed Rulemaking 

Summary: This advance notice of proposed rulemaking is to 
inform the public that the Patent and Trademark office (PTO) is 
considering amending its rules of practice: (1) to allow for 
electronic filing of patent applications and trademark applications; 
and (2) to require applications filed in paper form to follow a 
prescribed order and format. 

The PTO anticipates that permitting electronic filing of appli- 
cations will improve the accuracy of the information relied upon in 
the examination of patent and trademark applications, eliminate 
delays caused by mailing and data entry, and, as a first step toward 
a fully-automated processing system, ultimately provide consider- 
able cost savings. The cost savings realized could be used to help 
reduce the need for future fee adjustments and/or fund improve- 
ments in the delivery of services. Requiring applications filed on 
paper to follow a prescribed order and format will enable the PTO 
to convert these applications to electronic format. 

The purposes of this notice are to: (1) invite interested parties to 
participate in pilot programs involving electronic filing of patent 
and trademark applications; and (2) encourage comments on this 
topic, in the form of responses to the questions posed in this notice, 
from industry, the patent and trademark bars, and members of the 
public. 

Dates: Comments should be received on or before Feb. 28, 1993. 
Addresses: Written comments should be addressed, if sent by mail, 
to the attention of Edward R. Kazenske, Executive Assistant to the 
Commissioner and Director of Interdisciplinary Programs, c/o 
Commissioner of Patents and Trademarks, Washington, D.C. 
20231. If delivered by hand, comments should be brought to the 
Office of the Executive Assistant to the Commissioner and 
Director of Interdisciplinary Programs, Room 906, Crystal Park 2, 
2121 Crystal Drive, Arlington, Va. For Further Information 


194-362 D-01 -- 25 :QL3 


U.S. PATENT AND TRADEMARK OFFICE 
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Contact: Edward R. Kazenske, Executive Assistant to the Com- 
missioner and Director of Interdisciplinary Programs, (703) 305- 
8600 


SUPPLEMENTARY INFORMATION: 
1. Pilot Programs 


Currently, the PTO accepts patent and trademark applications 
delivered by mail or in person. These applications are in paper 
form or, in the case of patent applications for nucleotide se- 
quences, a combination of computer-readable (see 37 CFR 1.821- 
1.825) and paper form. 

The PTO is initiating a pilot program that would permit 
electronic filing of patent and trademark applications, using 
software now under consideration by the PTO. Initially, it is 
anticipated that participants in the pilot program would be required 
to use the PTO software to create a diskette, which would then be 
mailed to the PTO along with the paper application generated by 
the diskette. The diskette would serve the limited function of 
eliminating the initial data entry of applications into the PTO 
databases. 

As part of a second pilot program, a separate group of 
participants is being solicited to file paper applications following a 
prescribed order and format. The paper applications would then be 
scanned and converted to electronic format. Data collected from 
the pilot programs will be evaluated to determine whether requir- 
ing submission of a paper application in a certain order and format 
facilitates data entry; whether any modifications to the electronic 
filing software are required; and more fundamentally, whether 
electronic filing is a feasible, cost-effective alternative to filing in 
paper form. 


2. Paper Applications 


The PTO contemplates that paper applications will be required 
to follow the order and format of the data elements (e.g., inventor, 
foreign priority information, in the case of a patent application; 
applicant, mark, in the case of a trademark application) entered in 
the electronic filing system. This would enable the PTO to scan 
and convert paper applications to electronic applications upon 
receipt at the PTO. Once the paper application is converted into 
electronic form, processing of the application will be done in a 
purely electronic format. The electronic form of the application 
would become the official file. 


3. Electronic Filing 


The PTO contemplates that applicants filing by electronic means 
would be required to use an “Authoring Program” developed by 
the PTO, which will be available to facilitate the preparation of an 
electronic submission and record the submission on electronic 
media. This “Authoring Program” will include a validation feature 
so that applicants, themselves, can test whether an electronic 
submission complies with all requirements. 

The “Authoring Program” software under consideration by the 
PTO will be designed to be compatible with computers capable of 
creating files of standard ASCII (American Standard Code for 
Information interchange) text within one or more of the major 
operating systems environments (e.g., DOS, Windowsr, Unix® , 
and Apple MacIntosh® ). 

The format for text in patent applications will specify a set of 
mandatory data elements, similar to those required under the 
Patent Cooperation Treaty. The format for text in trademark 
applications will specify a set of mandatory data elements, similar 
to those required of a “written application” under 15 U.S.C. 1051. 
In both the patent and trademark software, specific formats will be 
required for non-textual elements, such as drawings, formulas, 
tables and specimens. These non-textual elements would be 
submitted in separate computer files called “Presentations,” similar 
to the presentation of nucleotide sequence information in accor- 
dance with 37 CFR 1.821-1.825. 

The PTO also contemplates that certain individuals be desig- 
nated by the agency as qualified “electronic application transmit- 
ters.” Upon application to the PTO, unlimited parties meeting 
specified requirements may be issued Personal Identification 
Numbers to enable them to transmit applications in electronic form 
on behalf of themselves or other individuals. 
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In an effort to facilitate public comment to the questions set 
forth below, the following background information is provid- ed: 


4. Background Specific to Electronic Patent Applications 
Signature 


Under 35 U.S.C. 111, a patent application must include an oath 
by the applicant. 35 U.S.C. 25 permits a declaration in lieu of oath. 
The applicant’s signed oath or declaration is not required for 
receipt of a filing date, but may be submitted, upon payment of a 
surcharge, within a prescribed period. 


Certified Copy of Foreign Patent Application 


Under 35 U.S.C. 119, a U.S. patent application may be based on 
a foreign patent application, thus, potentially, conferring the 
benefit of the earlier foreign patent application’s filing date. A 
certified copy of the foreign patent application is required to be 
filed in the PTO before the patent is granted. 


5. Background Specific to Electronic trademark Applications 


Signature 


Under 15 U.S.C. 1051, a trademark application must be verified 
by the applicant. Prior to implementation of the Trademark Law 
Revision Act of 1988 (TLRA) on Nov. 16, 1989, the PTO 
permitted verification of the application to be provided at any time 
during the examination process. With implementation of the 
TLRA, the PTO amended its regulations with respect to the 
verification of an application. 37 CFR 2.21, which sets forth the 
minimum requirements for an application to receive a filing date, 
was amended to require that the application be signed by the 
applicant at the time of filing. 


Specimen 


Under 15 U.S.C. 1051, a trademark application based on “use in 
commerce” must include specimens or facsimiles of the mark as 
used. 37 CFR 2.21(a)(5) requires at least one specimen or 
facsimile to be included with the “use” application in order to 
receive a filing date. Applications filed based upon a “bona fide” 
intention to use the mark in commerce, under 15 U.S.C. 1051(b), 
must be supplemented with specimens or facsimiles before the 
registration issues. In order to meet the minimum requirements for 
filing an amendment to allege use or statement of use, one 
specimen or facsimile must be submitted. 37 CFR 2.76(e)(2) and 
2.88(e)(2). 


Certification or Certified Copy of Foreign Registration 


Under 15 U.S.C. 1126(e), “an application [based on a foreign 
registration] shall be accompanied by a certification or a certified 
copy of the registration of the country of origin of the applicant.” 
37 CFR 2.21(a)(5) requires the certification or certified copy to be 
included with the application in order to receive a filing date. 


6. Comments on the following Questions and Any Other 
Related Matters Are Solicited 


Questions Common to Patent and Trademark Applications 


a. What benefits do you foresee for the applicant if electronic filing 
is adopted? What disadvantages do you foresee? 

b. Should the PTO require paper applications to be filed in a 
specific order and format to facilitate conversion to electronic 
format? What advantages and disadvantages do you foresee? 

c. Should the electronic file become the official agency file? 

d. Should electronic filing be expanded to encompass amendments 
and other submissions to the PTO? 

e. Should paper or electronic application filings receive a filing 
date only if they meet order and format requirements, or should 
compliance be subject to a surcharge? 

f. Should the PTO accept electronic filing by diskette, on-line, or 
both? 
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g. Should applications filed in paper form be converted to 
electronic form by the PTO? Should the PTO charge a fee for this 
service? 

h. If paper applications are converted to electronic form by the 
PTO, should the PTO destroy or retain the paper applications? 

i. Should fees be processed electronically? 

j. Should the PTO create a registry of “electronic application 
transmitters” capable of transmitting patent and trademark appli- 
cations for others? If so, what, if any, criteria should be established 
before one could be “registered” as an “electronic application 
transmitter?” 


Questions Related Solely to Patent Issues 


k. Should the PTO require the oath or declaration to an electroni- 
cally filed patent application be filed on paper to authenticate that 
applicants believe themselves to be original and first inventors of 
the subject matter of the electronically filed application? 

If not, how should the filing of the oath or declaration be 
accomplished? 
1. How should the filing of certified copies of foreign patent 
applications be accomplished for an electronically filed patent 
application? 


Questions Related Solely to Trademark Issues 


m. Should the PTO require electronically filed applications to 
include a scanned, signed declaration in order to receive a filing 
date? Should the PTO accept declarations in electronic form with 
some type of electronic signature? 

If not, should 37 CFR 2.21 be amended to permit unverified 
applications to be accorded a filing date? if so, within what time 
period must an unverified application be ratified by the submission 
of a signed declaration? 

How long should the PTO retain the signed declaration after it 
has been scanned and merged into the electronic file? 

n. Should “use” applications submitted without a specimen be 
given a filing date? 

If so, within what time period after filing must the specimens be 
submitted? 

Should the number of required specimens be reduced? 

How long should the PTO keep the specimens after they are 
scanned and merged into the electronic file? 

0. Should Section 44(e) of the Trademark Act (15 U.S.C 1126(e)) 
be amended to permit applicants to submit a facsimile of the 
certification or certified copy of the foreign registration? 

Alternatively, should the statute be amended to permit Section 
44(e) applicants to obtain a filing date absent a certification or 
certified copy of the foreign registration? If so, within what time 
period must a Section 44(e) application be supplemented with a 
certificate or certified copy of the foreign registration? 

How long should the PTO retain the certification or certified 
copy after it has been scanned and merged into the electronic 
application? 


7. Candidates for the Pilot Programs 


Any person interested in participating in one of the pilot 
programs identified above is requested to contact Edward R. 
Kazenske, Executive Assistant to the Commissioner and Director 
of Interdisciplinary Programs, c/o Commissioner of Patents and 
Trademarks, Washington, D.C. 20231. If delivered by hand, 
written statements of interest should be brought to Suite 906, 
Crystal Park 2, 2121 Crystal Drive, Arlington, Va. 22202. Tele- 
phone: (703) 305-8600. Please indicate which pilot program you 
wish to participate in and please be certain to include a telephone 
number where you may be reached. 
Nov. 23, 1992 DOUGLAS B. COMER 
Acting Assistant Secretary 
and Acting Commissioner 
of Patents and Trademarks 
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(256) “Expedited Local” and “At Cost” Services 
for Certified and Uncertified Copies 


of Patent and Trademark Office Documents 
Expedited Local Service 


The Patent and Trademark Office (PTO) offers “expedited local 
service” for three products: (1) uncertified patent and trademark 
copies; (2) certified copies of both patent and trademark applica- 
tions-as-filed; and (3) certified copies of trademark registrations 
(status and title). Customers can routinely order these expedited 
services, which are specifically identified by separate codes in the 
PTO’s fee schedule. Orders for “expedited local service” on these 
three products may be placed in one of four ways: (1) delivered in 
person to the Office of Public Records (OPR) Customer Service 
Counter, Crystal Gateway 4, Suite 300; (2) placed in drop boxes 
located in PTO search room facilities; (3) faxed to (703) 308-9759; 
or (4) delivered via overnight delivery services directly to OPR at 
the following address: 


U.S. Patent and Trademark Office 
Office of Public Records 
Customer Service, 3rd Floor 
1213 Jefferson Davis Highway 
Arlington, Va. 22202 


Orders marked “Expedite” within the product lines described 
above will be processed as “regular service” orders if the correct 
fee does not accompany the order. Please note that orders with 
notations such as “Please Rush”, “Urgent”, or “Please Expedite”, 
and which fall outside the product lines offering “expedited local 
service,” do not receive special processing. 


Customers should note that orders for “expedited local service” 
are processed based on the date of receipt, not on the method of 
delivery to OPR; fax and overnight delivery service orders have 
the same priority as hand-delivered orders received on the same 
day. Similarly, completed orders for “expedited local service” are 
closed and shipped without regard to the requested delivery 
method or location. 


At Cost Service 


The Office’s fee schedule does not specifically provide for other 
expedited document delivery, largely because of the uncertainty 
and risk involved in promising services for which either the 
media/papers to satisfy the order or PTO staff support might not be 
available. However, the Office recognizes that there are situations, 
such as litigation, due dates imposed by foreign intellectual 
property offices, or pending commercial transactions, which re- 
quire an extraordinary level of service in order to meet a most 
urgent deadline. Accordingly, the OPR practice has been to receive 
and process these requests on a case-by-case basis, and to charge 
for them based on the published product/service fee code, plus a 
combination of “Labor Services” (484, 584) and “Other Services 
at Cost” (485,585). This commonly has been referred to as “at cost 
service.” 


OPR’s ability to provide “at cost” services for copies of patent 
and trademark documents is based largely upon the ready avail- 
ability of source documents, either on microform or via access to 
electronic images. Consequently, orders for copies of file wrappers 
and contents usually cannot be accepted for filling on an “at cost” 
basis. While every effort will be made to assist all customers, the 
PTO cannot always guarantee delivery of documents on or before 
requested dates. Turnaround time for this service is dependent on 
the scope and complexity of the specific request, staff resources 
which can be diverted, and other priority orders in inventory. 


Requests for “at cost” services must be in writing and on 
letterhead from the applicant, attorney of record, or the assignee. 
The letter must state the reason for requesting “at cost” service, 
such as active litigation or a pending commercial transaction. The 
letter must also include the dates the documents are needed. 
Detailed justification/disclosure of commercial or confidential 
business information is not required, but there must be a clear 
sense of urgency in the request. 
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Requests for “at cost” services may be placed in one of three 
ways: (1) hand delivered to the OPR Customer Service Counter in 
Crystal Gateway 4, Suite 300; (2) faxed to (703) 308-9759; (3) or 
sent via overnight delivery service directly to OPR at the following 
address: 


U.S. Patent and Trademark Office 
Office of Public Records 
Customer Service, 3rd Floor 
1213 Jefferson Davis Highway 
Arlington, Va. 22202 


Based on a review of the specific request, a Customer Service 
Representative will contact the requester to discuss the feasibility 
of meeting the deadline and the total cost involved. The minimum 
charge for filling an “at cost” order for copies of patent and 
trademark documents will be $120 (3 hours labor at $40 per hour), 
plus the published product/service fee per copy. Customers will be 
asked to approve all charges before any work begins. Customers 
sending requests via overnight delivery services must specify 
payment via PTO deposit account, MasterCard, or Visa. “Walkup” 
customers also may pay by check at the PTO Office of Finance 
Cashier in Crystal Gateway 4 following discussions with OPR 
Customer Services staff and acceptance of their order. 


“At cost” service requests dropped at PTO search room loca- 
tions or sent to the general PTO address will be processed as 
“regular service” orders. “At cost” orders are processed based on 
the date of acceptance, not on the method of delivery to OPR; “at 
cost” requests sent via fax and overnight delivery service go 
through the same review and acceptance process as those hand- 
delivered. Regardless of which method is used to transmit an “at 
cost” request, the customer designated point-of-contact should 
have full authority to discuss the requirement; be able to discuss 
the impact of any possible change in the expected due date; and be 
authorized to make payment in full. 


Completed “at cost” orders will be sent to the customer via 
overnight delivery service to ensure continuous tracking while in 
transit and to confirm receipt. On request, completed “at cost” 
orders may be picked up/signed for at the OPR Customer Service 
Counter. 


Questions concerning either “expedited local service” or “at 
cost” services for copies of patent and trademark documents 
should be directed to OPR Customer Service at (703) 308-9726, or 
via e-mail address at certdivuspto.gov. 


WESLEY H. GEWEHR 
Administrator for 
Information Dissemination 


May 29, 1998 
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(257) Notice of a Change in Procedure Regarding 


Requests for Certification Services 


The purpose of this notice is to inform the trademark commu- 
nity of a change of address for all requests for certification services 
and to amend in part a previous notice entitled “Expedited 
Services for Certified Copies of Trademark Registration” pub- 
lished at 1070 TMOG 4 (Sept. 16, 1986). 

All requests for certified and uncertified copies of trademark 
documents pertaining to applications and registrations (i.e., appli- 
cation files, file wrappers, trademark title and status reports, 
registrations, etc.) must now go to the Certification Division, 
Office of Public Records, at the following mailing address: 


Commissioner of Patents and Trademarks 
Box 10, Certification Division 
Washington, D.C. 20231 
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Requests can also be hand-carried to any of the following three 
locations: 


Attorney’s Window 
Crystal Plaza 4, First Floor 
Arlington, Virginia 22202 


Attorney's Window 
South Tower, Second Floor 
2900 Crystal Drive 
Arlington, Virginia 22202 


Office of Public Records 
North Tower, Tenth Floor 
2800 Crystal Drive 
Arlington, Virginia 22202 


In addition, requests with deposit account orders can be trans- 
mitted by facsimile transmission to (703) 308-7048. 

There will no longer be a limit on the number of requests for 
certified trademark documents. 

Turnaround times for all requests, except requests for regular 
service for certified copies of trademark registrations, will remain 
unchanged and will be based upon the date of receipt by the 
Certification Division. Requests for certified copies of trademark 
registrations will be processed and mailed back to the requester 
within ten calendar days from the date of receipt by the Certifi- 
cation Division from the Patent and Trademark Office mail room. 
Requests for expedited services for certified copies of trademark 
registrations will continue to be processed and mailed back to the 
requester within three working days after they are received by the 
Certification Division from the Patent and Trademark Office mail 
room. 

Requests for negative certificates will continue to be handled 
by the Post Registration Section of the Office of Trademark 
Services. 

Requests mailed to the prior address will be forwarded to the 
Certification Division. General inquires should be made to the 
above mailing address or to the Special Handling Section, Certi- 
fication Division, at (703) 308-9726. 


July 1, 1994 PHILIP G. HAMPTON, II 


Assistant Commissioner 
for Trademarks 
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Certified Copies of Trademark 


(258) “athe . . 
Applications/Registrations 


The Trademark Operation is in the process of microfilming its 
records and, as this proceeds, requests for certified copies of 
applications and, eventually, registrations, will be furnished from 
the microfilmed records. Such certified copies will not contain 
copies of the file jacket. 


Jan. 17, 1984 MARGARET M. LAURENCE 


Assistant Commissioner 
for Trademarks 
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Public User Identification Passes 
USPTO Public Search Facilities 


(259) 


The USPTO Public Search Services Division, responsible for 
the public search facilities in the Patent Search Room and the 
Trademark Search Library, is installing the new User Identification 
Pass system announced in the Official Gazette dated January 6, 
1998. This system will replace the current passes used in the 
facilities with a new user number and a laminated identification 
badge. Later reissues of the badge are expected to add a photo of 
the user. Badges will be reissued every January upon validating 
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and updating identification information. Information will be digi- 
tally stored so that validation and reissue will be speedy. There is 
a $15 fee for replacement of lost or forgotten badges; first issue 
and annual reissues are without fee. Badges must be visible at all 
times within the Patent Office building complex. The new user 
numbers will be used by the File Information Unit for public users 
requesting and checking out files. 


Patrons using the Patent and Trademark Public Search Facilities 
as well as office areas must obtain a new badge before entering the 
Patent and Trademark Office complex. The process takes five to 
ten minutes for a first time issue. Effective immediately, equipment 
is available to issue the new badges for both patent and trademark 
public users at the Patent Search Room Reception Desk in Crystal 
Plaza 3, Lobby. The Patent Search Room is open Monday through 
Friday from 8 AM to 8 PM. The new User Passes will be required 
after August 15, 1998; old passes will not be valid after this date. 
August 3, 1998 WESLEY H. GEWEHR 

Administrator for 
Information Dissemination 
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(260) Regulations Relating to the Use of Patent and 
Trademark Office Records or Search Facilities 


and Enforcement Procedures 


Agency: Patent and Trademark Office, Department of Commerce 
Action: Notice 


Summary: The Patent and Trademark Office is revising its 
regulations relating to use of Patent and Trademark Office records 
or search facilities and procedures for enforcing these regulations. 
These regulations and their enforcement are necessary to promote 
an atmosphere conducive to research and to maintain the integrity 
of the files and records in the Patent and Trademark Office. 


Effective Date: July 1, 1987 


For Further Information Contact: Theresa A. Brelsford, Assis- 
tant Commissioner for Administration, Patent and Trademark 
Office, Washington, D.C. 20231, (703) 557-2290. 


Supplementary Information: The procedures will apply to all 
visitors to the Patent and Trademark Office. 

Visitors are reminded that unauthorized removal of government 
material or property may be prosecuted as a criminal felony under 
the provisions of 18 U.S.C. 2071, in addition to the imposition of 
administrative sanctions contained in these procedures. 


Regulations Relating to the Use of Patent and 
Trademark Office Records or Search Facilities 


These regulations are established for all persons using the facilities 
of the Patent and Trademark Office (PTO), and will be appropri- 
ately enforced as specified herein. 

Smoking within PTO is prohibited except in designated areas 
(41 CFR 101-20.109-10). 

All persons using the facilities of the PTO are subject to 
regulations governing conduct on property under the charge of the 
General Services Administration which appear in 41 CFR Subpart 
101-20.3 (41 CFR 101-20.300 through 101-20.315). 

Packages, briefcases and other personal effects brought into the 
PTO, as well as storage lockers provided for general use, are 
subject to search by authorized personnel for reasonable cause 
under the provisions of 41 CFR 101-20.301. 

Unauthorized removal of PTO files, documents, reference 
materials, or any government property is prohibited. In addition to 
the administrative sanctions specified in these regulations, viola- 
tors may also be subject to arrest and prosecution under the 
provisions of 18 U.S.C. 2071 which carries a possible “fine of 
$2,000 or imprisonment for not more than three years, or both”, 





(eee ee  w TF ow 


Fepruary 20, 2001 


and/or the violator may be subject to discipline under the PTO 
Code of Professional Responsibility if he or she is a practitioner as 
defined in 37 CFR 10.1(r). 

All persons must comply with posted Official Notices and with 
verbal requests made by PTO personnel for compliance with these 
regulations. 


1. User Passes 

a. Individuals visiting any area of the PTO must obtain avalid, 
non-transferable user pass and wear it visibly displayed at 
all times while on the premises. 
Permanent User Passes may be obtained from the Manager 
of the Patent Public Search Room. The first Permanent 
User Pass is issued at no charge. Permanent User Passes 
subsequently issued as replacements will be provided at a 
charge of $5.00 per Pass. The holder of a Permanent User 
Pass may be issued one (1) Temporary User Pass, within a 
ninety (90) day period at no charge. A request for a second 
Temporary User Pass during the same ninety day period 
will require the purchase of a Permanent User Pass at the 
required replacement fee. 
Temporary User Passes may be obtained by visitors at no 
charge from the managers of the Patent or Trademark 
Public Search Rooms and are valid through the expiration 
date stamped thereon. 
Permanent and Temporary User Passes must be surren- 
dered to the PTO upon request for cause. 


Use of Search Areas 
The Patent and Trademark Office facilities may be used by 
visitors only during the hours specified, Monday through 
Friday, and are closed to the public on Saturdays, Sundays 
and Legal Holidays: Patent Public Search Rm., 
Mezzanine and Microfilm 
Ce oaciis savitacncea closest acctnctancoviieel 8:00 a.m.-8:00 p.m.* 
Trademark Public Search Rm............ 8:00 a.m.-5:30 p.m.* 
Assignment Search Rm., 
Public Service Center, and Scientific 

8:30 a.m.-5:00 p.m.* 
Patent Examining Organizations 
Trademark Examining 
Law Offices and all other public access areas of the 
I gcse chee hecestccsanass Samekconacnancmnsabereee 8:30 a.m.-5:00 p.m.* 


* Clearing of these areas would begin prior to this time to ensure all 
visitors are out of the building by the time designated. 


b. Materials available for search purposes in the Patent and 
Assignment Search Rooms and patent application file 
histories shall not be removed from those areas. 
Trademark registrations in the Trademark Search Library 
shall not be removed from the secured bundles in the 
registered file. Photocopying from bound volumes of 
trademarks is prohibited. 

Trademark files shall not be removed from PTO space in 
Crystal Plz. Bldg. 2. 

Use of Patent Examining Group search areas is strictly 
limited to searching materials unavailable in the Patent 
Public Search Room or the Scientific Library. Examining 
Group search areas may be used only when such use does 
not conflict with the regular business of the organization. 
Visitors to a Patent Examining Group Search Area must 
register with the designated Group Search Area represen- 
tative indicating the times entering and leaving the area, 
User Pass number, and the class(es) and subclass(es) to be 
searched. 

Documents removed from the files of Patent Examining 
Group search areas must be immediately returned to their 
proper location after use. Documents shall not be removed 
from the area in which they were obtained without specific 
written authorization from a Group Director or Supervi- 
sory Patent Examiner in the Examining Group where the 
material(s) reside. Such authorization will not be given for 
U.S. Patents and other material readily available through 
the Scientific Library. 
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3. PROHIBITIONS 
The following are prohibited: 
a. Conduct which is rude or abusive to PTO employees or 
others. 
b. Smoking and consumption of food or beverages in other 
than designated areas. 
e. Loud talking or any conduct which may be disruptive to 
others. 
Use of radios, televisions, typewriters, photographic equip- 
ment, dictation equipment and other mechanical, electrical 
or electronic items without specific authorization from an 
Assistant Commissioner of the PTO. 
Improper use, mutilation, destruction or unauthorized 
removal of PTO records, documents or government prop- 
erty. 
Reserving seats or work areas. 
Affixing messages to walls, telephone booths or other 
government property, except designated message boards. 
Use of the PTO as a mailing address, use of PTO stationery, 
and use of PTO emblem or seal. 
Use of PTO telephones and other office equipment, such as 
copiers, etc., except where specifically provided for public 
use. This includes the use of PTO telephones to receive 
incoming calls. 
Use of any computer terminal other than the TRAM 
terminals provided for public use in the Trademark Search 
Library, and the CASPIR and FOUR-PHASE terminals (or 
CASSIS terminal if the FOUR-PHASE terminals are not 
operating) provided in the Patent Public Search Room for 
public use. 
Placing PTO files or documents, government property or 
government owned reference materials in rental storage 
lockers. 
Use of rental storage lockers without depositing the 
required fee or holding the key to a storage locker beyond 
the specified maximum period of use.[1079 TMOG 7] 





(261) Procedures for Enforcement of the Regulations 
Relating to the Use of Patent and Trademark Office 
Records or Search Facilities 


Under applicable statutes and regulations, including 40 U.S.C. 
486(c), 41 CFR 101-20.3, and appropriate sections of Department 
Organization Orders 10-14 and 30-3 of the Department of Com- 
merce, the procedures appearing below are established. 


1. Violations involving unauthorized removal of PTO files, docu- 
ments, records or government property. 

a. Each observed or reported violation will be investigated. 

b. Persons found in possession of PTO material or government 
property, other than in areas or under circumstances where 
possession is specifically authorized, shall be required to immedi- 
ately surrender the material or property and if appropriate, their 
User Pass. An oral explanation for the possession of such material 
or property will be requested by the PTO. 

c. Each incident involving unauthorized possession of PTO 
material or government property shall be immediately reported by 
telephone or in person to the Office or Group Director of the area 
from which the material or property was taken. 

d. If it appears to the Office or Group Director that possession of 
the materials was inadvertent or otherwise unintentional, no 
further action will be taken. The materials will be replaced 
appropriately and the person’s User Pass will be returned. 

e. If it appears to the Office or Group Director that possession of 
the materials was intentional, all persons involved shall be 
required to submit written statements detailing the circumstances 
and, in the case of a PTO User/visitor, show cause why the User 
Pass and visitor privileges should not be suspended or revoked. 
Statements will also be obtained from other witnesses where 
appropriate. The material or property shall be secured for possible 
use as evidence by the Office or Group Director, if appropriate.. If 
the involved person possesses a Permanent User Pass, it shall be 
retained and forwarded with the written statements to the Assistant 
Commissioner for Administration. A Temporary User Pass may be 
issued as replacement by the Assistant Commissioner for Admin- 
istration, pending action on an alleged violation. 
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g. If the involved person possesses only a Temporary User Pass 
it shall be retained and forwarded with the written statements to 
the Assistant Commissioner for Administration within two weeks 
of the incident. No replacement will be provided pending action by 
the Assistant Commissioner for Administration. 


2. Other violations of public use regulations. 

a. Each observed or reported violation will be investigated. The 
persons involved shall be informed of the nature of the violation 
and requested to comply with regulations. 

b. If it appears that the violation was inadvertent or otherwise 
unintentional and the involved person immediately conforms to 
the regulations, no further action will be taken. 

c. If the violation appears to be intentional or if the person 
involved refuses to comply with a verbal request from a PTO 
employee or continues to violate the regulations after being 
requested to comply, the person shall be required to surrender his 
or her User Pass to the PTO. A written report of each violation and 
the User Pass will be submitted to the Assistant Commissioner for 
Administration for a final decision. User Pass replacement proce- 
dures shall be as specified in paragraphs 1.f. or 1.g. 

d. If the Assistant Commissioner for Administration determines 
that a reported violation was inadvertent or otherwise not inten- 
tional, the User Pass will be returned and no further action will be 
taken. In all other cases, the Assistant Commissioner for Admin- 
istration will request the person involved to show cause in writing 
why his or her User Pass and visitor privileges should not be 
suspended or revoked. 

e. A written decision will be rendered by the Assistant Com- 
missioner for Administration after consideration of any timely 
submitted response. 

f. In the case of a written decision by the Assistant Commis- 
sioner for Administration adverse to a practitioner as defined by 37 
CFR 10.1(r), a copy of the written decision will be forwarded to 
the Director of the Office of Enrollment and Discipline for 
whatever further action, including sanctions, as may be appropri- 
ate under the PTO Code of Professional Responsibility. 


3. Factors to be Considered in Assessing Penalties. 

a. Penalties will be determined on a case by case basis. 

b. Prior violations of regulations will be considered when 
assessing whether any violation is willful, deliberate or intentional, 
and when determining the penalty to be imposed. 

c. Penalties may be assessed as follows, depending on circum- 
stances: 

(1) For a first offense: from a written warning to a 30 day 
suspension of the User Pass and visitor privileges. 
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(2) For a second offense: a suspension of the User Pass and 
visitor privileges from 5 days to one year. 

(3) For a third or subsequent offense: from a suspension of 30 
days to permanent revocation of the User Pass and visitor 
privileges. 

(4) For any single serious or aggravated violation: suspension 
of the User Pass and visitor privileges for up to one year or 
permanent revocation of the User Pass and visitor privileges. A 
serious or aggravated violation is defined as any instance involving 
multiple violations of regulations during a single event or acts 
which also constitute a violation of Federal or local criminal law. 


4. Record of Penalties Imposed. 

A record of penalties imposed for given violations will be 
maintained by the Assistant Commissioner for Administration. 
These records will be made available to the public upon request. 


5. Use of Public Facilities During Suspension or After Revocation 
of User Pass. 

No individual will be permitted to use the facilities specified in 
these regulations while his or her User Pass is suspended or 
revoked. 


6. Absence of Assistant Commissioner for Administration. 

In the absence of the Assistant Commissioner for Administra- 
tion, the Deputy Assistant Commissioner for Administration will 
carry out the responsibilities assigned by these regulations. 


7. Absence of Designated PTO Officials. 

In the absence of any Designated PTO Official, a Deputy or 
Acting Official will carry out the responsibilities assigned by these 
regulations. 


8. Assistance. 

PTO employees may, when necessary, request the Security 
Officer of the Patent and Trademark Office or the Federal Protec- 
tive Service or their contractors to provide assistance in carrying 
out their assigned responsibilities in paragraphs | and 2. 

9. Appeals. 

Decisions rendered by the Assistant Commissioner for Admin- 
istration may be reviewed on petition to the Commissioner. 

May 11, 1987 THERESA A. BRELSFORD 
Assistant Commissioner 
for Administration 
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THE RETENTION SCHEDULE FOR TRADEMARK RECORDS 


As with most government agencies, the Patent and Trademark Office disposes of old files, papers and records pursuant to a specific 
schedule. In an effort to clarify any questions concerning the procedures for disposing of Trademark records and in response to public 
inquiries, the present Retention Schedule for Trademark Records and other records including trademark matters which may be of interest 
to the public is set forth as follows: 





International Intellectual Property Activities Case Files. Project 
case files showing Patent and Trademark Office activity relating to 
problems concerning the protection of intellectual property 
throughout the world. Includes correspondence with private indi- 
viduals, the Department of State and other countries; reports, 
records of international meetings concerning patents; trademarks 
and other matters pertaining to the protection of intellectual 
property throughout the world; and other materials relating to 
international affairs. 


Proposed Intellectual Property Legislation Files. Documents accu- 
mulated in the preparation and processing of legislation proposed 
by or in the interests of the Patent and Trademark Office. Includes 
drafts of legislation, reports to committees on introduced legisla- 
tion, and comments on legislative proposals. 


Trademark Adversary Proceedings Files. Consists of Trademark 
Opposition, Cancellation, Interference, and Concurrent-Use pro- 
ceedings files. 


PERMANENT. Transfer to FRC 5 years after close of case. Offer 
to National Archives when 25 years old. 


PERMANENT. Transfer to FRC after 5 years. Offer to National 
Archives when 25 years old. 


The past schedule to destroy after 10 years is in the process of being 
changed. At this time, these records are not being disposedof 
pending the new amendment to this section. 
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Canceled Trademark Registration Files. Consists of original appli- 
cation and all related correspondence. 


Expired Trademark Registration Files. Consists of original appli- 
cation and all related correspondence. 


Abandoned Trademark Application Files. Consists of original 
application and all related correspondence. 


Trademark Renewal Index. Index to trademark registration that are 
renewed. 


Indexes to Trademark Applications. Index shows applicant’s name, 
serial number of application, filing date, name of mark description 
of goods, attorney’s name, and final disposition of the application. 


A. Applicant’s Index. 
B. Serial Index. 


Proceedings Index to Trademark Adversary Proceedings. Index 
arranged by type of proceeding. Shows status of proceeding prior to 
and immediately after a decision by the Board. 


Trademark Adversary Proceeding Records. Card file showing 
records of Trademark Adversary Proceedings. 


Trademarks Published in Official Gazette. Clippings of marks from 
Official Gazette. 


a. Those which have been opposed. 


b. All others. 


Trademark Registrant's Index. Index to Trademark registrant’s 
name, includes serial and registration numbers, date of registration, 
line of goods and other related information. 


Class of Goods Index. Card index used to indicate into what class 
any conceivable goods may fall. 


Index to Trademark Trial and Appeal Board Cases. Record of 
trademark trial and appeal board cases. 


Public Advisory Committee for Trademark Affairs Files. 


a. Agenda, minutes, correspondence, reports and related support- 
ing files. 


b. Paper and reference materials. 


Seminar in Trademark Practice and Procedure Files. Record set of 
training materials used in training trademark examiners. 


Trademark Petitions Files. Petitions to the Commissioner relating 
to trademarks with related materials. 


a. Original Petitions in trademark case file. 
b. Other copies. 
Trademark Protest Letters. Letters of protest to the Commissioner 


related to trademarks. 


International Patent and Trademark Activities Case Files. Project 
case files showing Patent and Trademark Office activity relating to 
international patent and trademark programs. 


a. Records that supplement the International Property Activities 
Case Files (Item 103). 


Destroy 2 years after the date of cancellation. 


Destroy 2 years after expiration of registration. 


Destroy 2 years after date of abandonment. 


PERMANENT. Offer to National Archives when no longer needed 
for reference. 


PERMANENT. Offer to National Archives when no longer needed 
for reference. 


PERMANENT. Offer to National Archives when no longer needed 
for reference. 


Destroy 3 years after termination of the proceeding. 


PERMANENT. Offer to National Archives when no longer needed 
for reference. 


Retain in agency until no longer needed for reference. 
Destroy when mark is registered. 


PERMANENT. Offer to National Archives when no longer needed 
for reference. 


Destroy after information transferred to magnetic media. 


PERMANENT. Offer to National Archives when no longer needed 
for reference. 


PERMANENT. Transfer to Federal Records when 10 years old. 
Offer to National Archives when 25 years old. 


Destroy when 10 years old or no longer needed for reference, 
whichever is sooner. 


PERMANENT. Transfer to Federal Records Center when 10 years 
old. Offer to National Archives when 25 years old. 


Dispose of with related case file. 
Destroy when 2 years old. 
Destroy when no longer needed or when three years old, whichever 


is earlier. 


PERMANENT. Transfer to office responsible for international 
affairs after case is closed. 


Destroy 5 years after close of case or sooner if no longer needed. 








1243 TMOG 836 
(263) 


OFFICIAL GAZETTE 


Fesruary 20, 2001 





b. Other materials 


International Intellectual Property Activities Case Files. Project 
case files showing Patent and Trademark Office activity relating to 
problems concerning the protection of intellectual property 
throughout the world. Includes correspondence with private indi- 
viduals, the Department of State and other countries; reports; 
records of international meetings concerning patents, trademarks 
and other matters pertaining to the protection of intellectual 
property throughout the world; and other materials relating to 
international affairs. 


Proposed Intellectual Property Legislation Files. Documents accu- 
mulated in the preparation and processing of legislation proposed 
by or in the interest of the Patent and Trademark Office. Includes 
drafts or legislation, reports to committees on introduced legisla- 
tion, and comments on legislative proposals. 


Bulky Trademark Specimens. Trademark applications specimens 
which do not strictly meet the basic requirements for physical form 
of specimens which state: 


1. That they be made of material suitable for being placed inside 
a manila file wrapper. 


2. That they be capable of being arranged flat, such as being 
folded. 


3. That they be of a size not to exceed 8 1/2 inches wide by 13 
inches long. (Rule 2.56). 


These requirements provide for specimens which will fit inside the 
application file wrapper, which is 9 x 14 inches in size and which 
will conveniently expand to about one inch thickness. 


Specimens which do not meet the above requirements are referred 
to as “bulky” specimens and the Examiner must require that they be 
replaced by specimens of acceptable size and shape. 


PERMANENT. Transfer to FRC 5 years after close of case. Offer 
to National Archives when 25 years old. 


PERMANENT. Transfer to FRC after 5 years. Offer to National 
Archives when 25 years old. 


Destroy 30 days after applicant is notified that the specimens are 
unacceptable, unless picked up sooner by the applicant. 





February 28, 1979 


SAUL LEFKOWITZ 
Acting Assistant Commissioner 
for Trademarks 
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(263) Proposed Records Control Schedule 

As with most government agencies, the Patent and Trademark 
Office periodically updates the schedule it uses to dispose of old 
files, papers and records. Set forth below is a recent update of the 
Patent and Trademark Office’s Records Control Schedule. The 
schedule is currently being reviewed by the National Archives and 
Records Administration and, following its approval, will constitute 
the basis for disposing of Patent and Trademark Office records 

Any comments or questions related to the proposed schedule 
should be directed to John Hassett, (703) 557-0183. Written 
comments should be mailed to: 


John Hassett, Director 
Patent and Trademark Office 
Crystal Plz. 1, Lobby 
Washington, D.C. 20231 
June 17, 1986 THERESA A. BRELSFORD 
Assistant Commissioner 
for Administration 


Commissioner’s and Deputy Commissioner’s Records 


1. Commissioner's Correspondence and Subject Files. Correspon- 
denceto and from other public officials, members of the public, and 
thePatent and Tradmark Office staff; reports; special investigations 
andsurvey reports; and related materials. (See index under Item 3). 


PERMANENT. Transfer to Federal Records Center when 5 
years old. Offer to National Archives when 25 years old. 


2. Reports to the Commissioner. Reports received by theCommis- 
sioner from the Patent and Trademark Office staff andmaintained 
as separate series. 
PERMANENT. Transfer to Federal Records Center when 5 
years old. Offer to National Archives when 25 years old. 


3. Index to Commissioner's Correspondence and Subject Files. 
Card index to records described under Item 1. 
PERMANENT. Transfer to Federal Records Center with 
related files.Offer to National Archives with related files. 


4. Deputy Commissioner's Correspondence and Subject Files. 
Correspondence to and from other public officials, members of 
thepublic, and the Patent and Trademark Office staff, with relat- 
edmaterials (exclusive of records retained in Item 1). 
PERMANENT. Transfer to Federal Records Center when 5 
years old. Offer to National Archives when 25 years old. 


5. Policy Documentation Files. Formal policy and proceduralissu- 
ances, current and obsolete, such as organizational charts,regula- 
tions, orders, circulars, manuals, and other types ofdirectives, with 
related forms, recommendations, endorsements,clearances and 
comments. 
PERMANENT. Transfer to FRC when obsolete. Offer to 
National Archiveswhen 25 years old. 
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6. Work-Flow Control and/or Statistical Reports Files. Various 

periodic statistical reports used to show the flow of work 
throughthe Patent and Trademark Office and the printers, such as 
PALM, TRAM,PMS Statistical Reports on Patents to printers, and 
similar reports. Destroy when 5 years old or sooner if no longer 
needed. 


7. Production and Pendency Reports Files. Quarterly, monthly, 
andbiweekly statistical reports prepared to show the production 
andquality output of examiners and clerks and the status of the 
assignedprojects. Reports are mainly used to evaluate the effi- 
ciency ofpersonnel for promotion purposes. 
a. Office of Assistant Commissioners or equivalent. 
Transfer to FRC when 5 years old. Destroy when 10 years. 
b. Other Offices. 
Destroy when updated report is received. 


8. Special Studies Files. Report on special studies surveys, 
andinspections of operations, management and systems with 
related papersshowing their inception, scope, procedure and re- 
sults. 
PERMANENT. Transfer to FRC when 10 years old. Offer to 
NationalArchives when 25 years old. 


9. Narrative and Statistical Reports Files. Annual or otherperiodic 
narrative and statistical reports. 
a. Reports to the Office of the Commissioner and the 
Offices ofthe Assistant Commissioners. 
PERMANENT. Transfer to FRC when 10 years old. Offer 
to the NationalArchives when 25 years old. 
b. Other Offices. 
Destroy when 5 years old. 


10. Internal Administrative Files. Administrative operations filesof 
organizational offices, consisting of: 

. Correspondence concerning routine or temporary inter 
nal administrative matters. 

Destroy when 2 years old. 

. Office personnel files. 

Destroy after separation of employee. 

>. Completed requisitions for services, supplies and 
equipment, and travel documents. 
Destroy | year after action is completed. 

. Records pertaining to charity drives, bond campaigns, 
blood donations, and other voluntary activities. 
Destroy on completion of program. 

. Hand receipt files. 

Destroy when property is accounted for. 

. Suspense files. 

Destroy when purpose is served. 
. Chronological files. 
Destroy when 2 years old. 


11. Program Planning and Evaluation Files. Files showing 
theoverall development of Patent and Trademark Office plans and 
theevaluation of their effectiveness. Included are one copy of 
eachstaff study, evaluation report, system study, and relatedcorre- 
spondence and background materials. 
PERMANENT. Transfer to FRC when 10 years old. Offer to 
NationalArchives when 30 years old. 


12. Surplus Property Case Files. Case files on disposal of 
surplusreal and related personal property. 
Transfer to FRC 3 years after close of file. Destroy 10 years 
afterclose of file. 


13. Excess Real Property Reports. Reports of real property 
withrelated papers. 
Destroy when 10 years old. 


14. Budget Policy and Procedure Correspondence Files.Corre- 

spondence files showing Patent and Trademark Office policy 

andprocedure governing budget administration, and reflectingex- 

penditures for Patent and Trademark Office programs. 
PERMANENT. Transfer to FRC when 10 years old. Offer to 
NationalArchives when 25 years old. 
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15. Budget Estimates Files. File copies of budget estimatedcom- 
prising appropriation language sheets, narrative statements, andre- 
lated schedules and data. 
PERMANENT. Transfer to FRC after 10 years. Offer to 
National Archives when 25 years old. 


16. Records Disposition Files. Descriptive inventories, disposal- 
authorizations, schedules for retirement of records andcorrespon- 
dence or memoranda relating to revisions. 
PERMANENT. Offer to Nasional Archives when 25 years old 
or when nolonger needed, whichever is longer. 


17. Forms Files. One copy of each form with data showing 
theinception and scope of the form, the program or administra- 
tivepurpose of the form, and the related procedure instituted, 
revised,superseded, or canceled. 
PERMANENT. Offer to National Archives when 25 years old 
or when nolonger needed, whichever is longer. 


18. Systems Development Program Files. Program documents,s- 
chedules, and correspondence pertaining to the execution, re- 
view,and analysis of Patent Office research and development 
programs, andrelating to the general planning and supervision of 
the programs. 
PERMANENT. Transfer to FRC 5 years after completion to 
program. Offer to National Archives 20 years later or when 25 
years old, whichever is sooner. 


19. Systems Development Task Force, Committee, and Board 
Files. Agendas, directives, minutes of meetings, and related papers, 
of TaskForces, Committees, Board, etc. of which the Patent Office 
serves asSecretary, or Chairman thereof. 
PERMANENT. Transfer to FRC 5 years after close of file. 
Offer toNational Archives 20 years later or after 25 years old, 
whichever is sooner. 


20. Technical Report Files. One copy of each technical report 
ofunpublished manuscript or report prepared in connection with 
aproject, terminal narratives, statistical and graphic complication- 
s,summarizations, analyses, and related papers. 
PERMANENT. Transfer to FRC when 5 years old. Offer to 
NationalArchives when 25 years old. 


21. Systems Development Project Case Files. Project case filesre- 

flecting a complete history of each project from initiation through- 

research, development, design, and testing to completion. 
PERMANENT. Transfer to FRC 5 years after completion or 
terminationof project. Offer to National Archives when 25 
years old. 


ADP Records 
(also in GRS 20) 


22. ADP Planning Documents Files. Planning documents consist- 
ing ofmaster plan, feasibility studies with associated charts and 
diagrams,and supporting data that reflect on characteristics of the 
dataautomation activity. 
PERMANENT. When no longer needed or used offer to 
National Archiveswith related materials. 


23. ADP Program Management Files. Program management 
documentsconsisting of the development of plans, policy, and 
proceduresgoverning the conversion of electrical machine opera- 
tions and thesupervision, control, coordination, and operation of 
themechanization program. 
PERMANENT. Offer to National Archives with related ma- 
terials. 


24. ADP Standardizations Files. Standardization files consistingof 

data elements and codes, standardization requests, andjusification 

for all data systems developed by or for the PatentOffice. 
PERMANENT. Offer to National Archives with related ma- 
terials. 


25. ADP Data Systems Planning Files. Documents containingdefi- 
nition of the system. 
PERMANENT. Offer to National Archives with related ma- 
terials. 
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26. ADP Information Retrieval System Master Reference File. 
Magnetic media containing an index to patents and trademarks 
andpublications. 
PERMANENT. Offer to National Archives on termination of 
Patent andTrademark Office. 


27. Publication Tape File. Magnetic media which are reproduced 
anddisseminated as publication or used for reproducing a printed- 
publication. 
PERMANENT. Offer to National Archives when publicatiion 
needs cease. 


Patent Records 


28. Advertising Files. Copies of proposed advertising matter,cir- 
culars, letters, cards, and related correspondence intended tosolicit 
patent business and submitted by registrants as required byregu- 
lations. 

Destroy when 25 years old 


29. Complaint Files. Case files relating to complaints madeagainst 
attorneys registered to practice before the Patent Office. 
Destroy on death of attorney. 


30. Board of Appeals Decisions Files. Copies of Board of 
Appealsdecisions with related background materials. 


a. Cases patented. 
Destroy 10 years after patent issued. 
b. All others. 
Destroy 10 years after appeal is decided. 


31. Indexes to Appeal Cases. Indexes, arranged in various ways, to 
the appeal cases. 
Destroy 30 years after date of appeal. 


32. Declaration of Assistance Received Files. Form received 
fromapplicants showing assistance received, if any, in the prepa- 
ration ofapplication for patent (PTOL-284). 


33. Academy Lecture Files. Lectures prepared by the Staff forpre- 
sentation at the Academy. (These lectures are updated periodical- 
lyto reflect the changing views of the Patent and Trademark Office) 
a. Historical Sample 
PERMANENT. Retain | copy of each basic lecture and of any 
majorchanges made to it. Offer to NARS when 25 years old. 
b. All other copies. 
Destroy when obsolete. 


34. Academy Training Sessions Files. Background materials rela- 
tingto each session of the Patent Office Academy, including names 
ofattendees and instructors, schedule of classes, evaluation sheet- 
s,and related materials. 

PERMANENT. Offer to National Archives when 25 years old. 


35. Academy Examinations Files. Completed examinations of 
personsattending the Academy. 
Destroy when | year old. 


36. Academy Application Files. Applications for training in 
theAcademy, including memoranda of agreement and personal 
historystatements. 

Destroy when 2 years old. 


37. Academy Correspondence File. Correspondence relating to 
thecourses offered by the Patent Office Academy. 
Destroy when 5 years old. 


38. Disclosure Document File. Documents submitted by inventors 
asevidence of the date of conception of an invention. 
a. Disclosure Documents referred to in a separate letter in 
arelated patent application filed within two years. 
Dispose of with related patent application. 
b. Disclosure Documents not referred to. 
Destroy when 2 years old. 
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39. Disclosure Documents Index. Cross-reference index toDisclo- 
sure Documents maintained by inventor’s name and includes 
DDnumber and date of receipt. 

Destroy with related DD's. 


40. Index to Patents Available for License or Sale. Index created- 
when a patent is made available for license or sale, issued to 
theU.S. Government or dedicated to the Public. 

Destroy when no longer needed for reference. 


41. General Correspondence File. Consists mainly of inquiries 
andrequests for information and publications. Also includescorre- 
spondence regarding the “Register of Patents Available forLicense 
or Sale.” 

Destroy when 3 years old. 


42. Foreign Filing Licensing Documents. Petitions to theCommis- 
sioner of Patents and Trademarks for license to fileapplications for 
patents in foreign countries. 

Destroy 25 years after date of issue. 


43. Indexes to Foreign Filing Licensing Documents. Indexes to 
licensing documents described in Item 43. 
Destroy 25 years after issue. 


44. Transmittals to Other Agencies Files. Copies of transmittallet- 
ters to other agencies enclosing correspondence and relatedenclo- 
sures sent to the Patent and Trademark Office for servicesrendered 
by other agencies, such as copyright information andrequests for 
publications from the Government Printing Office. 

Destroy when | year old. 


45. D-1 Files. Files relating to patent applications which mayhave 
a bearing on national security. Files usually consist of formlisting 
serial number of application filing date, examining unit,title of 
invention, attorney assignee, and the concurrences listingthe rec- 
ommendation, signature, agency, and date; a memorandum sum- 
maryindicating whether a secrecy order is required; the defense 
agency’ srequest for a secrecy order; the secrecy order issued; and 
relatedmaterials. 
Destroy 35 years after date of receipt for review. 


46. Drawing Correction Slips. Index arranged by serial number 
ofapplication and used to locate orders for correction of drawings. 
Destroy when 2 years old. 


47. Inventor's Index to Patent Applications. Index arrangedalpha- 
betically by name of the inventor. Each slip shows theinventor’s 
name and residence, title of the invention, name andaddress of the 
attorney, application serial number and the filing date of the 
application. 
PERMANENT. Offer to National Archives when no longer 
needed forreference. 


48. Numerical (serial) Index to Patent Applications. Indexarranged 
by the serial number assigned to the application. 
PERMANENT. Offer to National Archives when no longer 
needed forreference. 


49. Assignment Document Files and Index. Copies of document- 
sassigning and transferring from one party to another the rights- 
,title, and interest to trademarks and inventions and the letters- 
patent obtained therefrom with related indexes. 
PERMANENT. Offer to the National Archives when no longer 
needed forcurrent business. 


50. Indexes to Government Interests. Indexes to patents in which- 
the Federal government has an interest by virtue of either 
ofownership of the application or resulting patent, thru assign- 
ment, orreceipt of a license. 
a.Government Agency Index. 
PERMANENT. Offer to National Archives when no longer 
needed forreference. 
b. Patent Number Index. 
Destroy when no longer needed for reference. 
c. Assignor Index. 
Destroy when no longer needed for reference. 
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51. Petitions to the Commissioner. Petitions to the Commission- 
erconcerning patent applications. 
a. Original petitions in patent case file. 
Dispose of with related case file. 
b. Other copies. 
Destroy when 2 years old. 


52. Patent Protest Letters. Protest to the grant of a patent (Rule 
291). 
a. Letters filed in patent case file. 
Dispose of with related case file. 
b. Others. 
Destroy when 5 years old. 


53. Patent Docket Cards. Cards used to control patentapplications. 
Destroy when 6 months old. 


54. Classifications Definitions Files. One copy of each issuanceof 

Classifications Definitions, with related background papers. 
PERMANENT. Transfer to FRC when 10 years old. Offer to 
NationalArchives when 30 years old. 


55. Canceled Drawings. Drawings that were canceled because 
theydid not meet Patent and Trademark Office specifications. Copy 
of drawing is filed with application. 

Destroy 5 years after filing date. 


56. Abandoned Patent Application Files. Patent applications 
thatdid not result in a patent. 
a. Those that are retained because they are referred to in 
anotherapplication that may have become patented. 
Dispose of with patent file in which cited. 
b. All others. 
Destroy when 20 years old. 


57. Patent Files. Case files showing the prosecution ofapplication 
for, and the granting of, a patent. Includes the originalapplication, 
copy of drawing, and all material relating to theprosecution of the 
application and subsequent actions by the Patentand Trademark 
Office. 
a. Files selected by the Commissioner of Patents and Trade- 
marks orthe Archivist of the U.S. 
PERMANENT. Transfer to Federal Records Center when 10 
years old.Offer to National Archives when 40 years old. 
b. All others. 
Destroy when 35 years old. 


58. Patent File Charge-out Records. Record showing name of 
personcharging out a patent file. 
Destroy after file is returned and al! papers are determined to 
be in file. 


59. Statistical Reports on Patents to Printers Files. Weeklystatis- 
tical report to management concerning the number of patentssent 
to the printers and the amount of backlog. 
a. Original Report. 
Destroy when 5 years old. 
b. Operating Unit Copy. 
Destroy when 2 years old. 


60. Quality Review of Sample of Allowed Applications. Record 
srelating to the examination of allowed applications sampled 
forquality review, includes query to the examining group and 
theirreply. 

Destroy | year after ultimate disposition of related case. 


61. Sample Pull-Rate Files. Form showing which of the al- 
lowedapplications are to be selected for the quality review 
sample,includes the pull rate and list of applications by serial 
number. 

Destroy when | year old. 


62. Printer-Waiting Register Files. Register showing 
ofQuery Disposition Records return to a group for reply. 
Destroy when | year old. 


status 


63. Query Disposition Record Files. Form used to returnprinter- 
waiting cases to a group for answer to a specific query. 
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Destroy 6 months after query is returned. 


64. Batch Control Sheet for Allowed Cases Files. Form uses 
asinput to PALM System showing routing control and batch 
contents, suchas PTO Form 1238-1. 

Destroy when | year old 


65. Checklist for Applications Allowed by Examiner File. Form 
usedin completing a final review of allowed applications before 
sendingto the printer, such as PTO Form 1167. 

Destroy when | year old. 


66. Patent Interference Files. Case files produced in the processof 
resolving of adjudicating conflicts arising between parties inthis 
matter of priority of invention. 
a. Cases that reach the hearing stage. 
PERMANENT. Transfer to Federal Records Center when 10 
years old.Offer to National Archives when 40 years old. 
b. Cases that are abandoned before reaching a hearing. 
Destroy when 40 years old. 


67. Board of Interference Decisions. Copies of Board ofinterfer- 
ence Decisions. 
PERMANENT. Offer to the National Archives when 40 years 
old. 


68. Index to Patent Interferences. Arranged numerically byinter- 
ference number. Shows names of parties involved, applicationse- 
rial number and/or patent numbers involved, subject ofinterfer- 
ence, sections, date of hearings, decisions rendered, andother 
remarks. 

PERMANENT. Offer to National Archives when 40 years old. 


69. Index to Interference Exhibits. Describes exhibits in eachinter- 
ference. 
Destroy when 40 years old. 


70. Proceedings Under AEC and NASA Acts. Separate series 
ofinterference files relating to the SEC and NASA Acts. 
Dispose of with related patent files. 


71. Settlement Agreements. Files relating to the settlement 
agreedto by parties in the interference. 
Dispose of with related interference case file. 


72. Court Cases. Proceedings in cases where the Commissioner is 
a party of a civil suit. 
a. Cases selected by the Solicitor as being precedent setting orof 
historical or political significance. 
PERMANENT. Offer to the National Archives when 30 years 
old. 
b. All other cases. 
Destroy when 30 years old. 


73. Index to Court Cases. Card index to cases described under 
Item 72. 
Retain in agency until no longer needed for reference. 


74. Roster of Registered Patent Attorneys and Agents. Printoutlist- 
ing registered patent attorneys and agents. 
Destroy after undated listing is received. 


75. Case Folders of Registered Attorneys and Agents. Application- 
folders of the attorneys, agents, or firms registered to practicebe- 
fore the Patent and Trademark Office. 

Destroy on death of attorney or agent. 


76. Unsuccessful Application for Registration to Practice before- 
the Patent and Trademark Office. Application folders of thoseap- 
plicants who failed to be registered. 

Destroy 5 years after date of examination. 


77. Examination Papers of Applicants for Registration. Examina- 
tionanswer papers to applications for registration to practice before 
thePatent and Trademark Office. 

Destroy after grades are recorded. 
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Trademark Records 


78. Trademark Examiners Work Reports. Records showing amount 
ofwork processed by examiners in a given time. Used to evalu- 
ateexaminers work and progress. 

Destroy when 5 years old. 


79. Trademark Adversary Proceedings Files. Consists of Trade- 
markOpposition, Cancellation, Interference, and Concurrent- 
Useproceedings files. 
Destroy when 25 years old. Check with the Chairman of the 
TrademarkTrial and Appeal Board before destruction. Gen- 
eral Services shouldgenerate a list of files to be destroyed and 
send to the Search Room to destroy matching cards in 
Adversary Proceeding file. 


80. Canceled Trademark Registration Files. Consists of original 
application and all related correspondence. 
Destroy 2 years after the date of cancellation. 


81. Expired Trademark Registration Files. Consists of originalap- 
plication and all related correspondence. 
Destroy 2 years after expiration of registration. 


82. Abandoned Trademark Application Files. Consists of original- 
application and all related correspondence. 
Destroy 2 years after date of abandonment. 


83. Trademark Renewal Index. Index to trademark registrations 
thatare renewed. 
PERMANENT. Offer to National Archives when no longer 
needed forreference. 


84. Indexes to Trademark Applications. Index shows 
applicant’ sname, serial number of application, filing date, name of 
markdescription of goods, attorney’s name, and final disposition of 
theapplication. 
a. Applicant's Index. 
PERMANENT. Offer to National Archives when no longer 
needed forreference. 
b. Serial Index. 
PERMANENT. Offer to National Archives when no longer 
needed forreference. 


85. Proceedings Index to Trademark Adversary Proceedings. 
Index inthe Trademark Public Search Library arranged by type of 
proceeding. 
Destroy card from list sent by the Warehouse after matching 
Adversary Proceeding file is destroyed. 


86. Trademark Adversary Proceedings Records. Card file main- 
tainedat the Trademark Trial and Appeal Board, showing records 
of TrademarkAdversary Proceedings, with information on mark, 
parties,disposition, termination date, etc. 
PERMANENT. Offer to National Archives when no longer 
needed forreference. 


87. Trademark Registrant's Index. Index to Trademark 

registrant’ sname, includes serial and registration numbers, date of 

registration,line of goods and other related information. 
PERMANENT. Offer to National Archives when no longer 
needed forreference. 


88. Index to Trademark Trial and Appeal Board Ex Parte 
Cases.Record of Trademark Trial and Appeal Board cases in ex 
parte appeals. 
PERMANENT. Offer to National Archives when no longer 
needed forreferences. 


89. Public Advisory Committee for Trademark Affairs Files. 
Agenda,minutes, correspondence, reports, working papers, refer- 
encematerials, and related supporting files. 

Destroy when 10 years old or no longer needed for reference. 


90. Trademark Petitions Files. Petitions and decisions to theCom- 
missioner relating to trademarks, with related materials. 
a. Original Petitions in trademark case file. 
Dispose of with related case file. 
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b. Copies of petition decisions in petition number order and 
insubject order in the Assistant Commissioner’s Office. 
PERMANENT. Offer to the National Archives when no longer 
neededfor references. 
c. Other copies 
Destroy when 2 years old. 


91. Trademark Protest Letters. Letters of protest to theCommis- 
sioner related to trademarks. 
Destroy when no longer needed or when three years old, 
whichever is earlier. 


Public Information and Service Records 


92. International Intellectual Property Activities Case File- 
s.Project case files showing Patent and Trademark Office activity- 
relating to problems concerning the protection of intellectualprop- 
erty throughout the world. Includes correspondence with 
privateindividuals, the Department of State and other countries; 
reports;records of international meetings concerning patents; 
trademarks andother matters pertaining to the protection of intel- 
lectual propertythroughout the world: and other materials relating 
to internationalaffairs. 

PERMANENT. Transfer to FRC 5 years after close of case. 

Offer toNational Archives when 25 years old. 


93. Proposed Intellectual Property Legislation Files. Document- 

saccumulated in the preparation and processing of legislation 

proposedby or in the interest of the Patent and Trademark Office. 

Includesdrafts of legislation, reports to committees on introduc- 

ediegislation, and comments on legislative proposals. 
PERMANENT. Transfer to FRC after 5 years. Offer to 
National Archiveswhen 25 years old. 


94. Printed Articles Files. Articles submitted for clearance and- 
printed in magazines, journals, and other information media,in- 
cluding related background materials. 

Destroy when 10 years old. 


95. Public Affairs Report. Weekly, monthly, and quarterly reports- 
relating to public affairs activities prepared for the Department 
ofCommerce. 

Destroy when 6 months old. 


96. Speakers Files. Correspondence, schedules, travel material 
andrelated records concerning the scheduling of Patent and Trade- 
markOffice speakers. 

Destroy when 3 years old. 


97. Exhibit Files. Correspondence, photographs, reports andrelated 

materials concerning major exhibits developed by the Patentand 

Trademark Office, such as the 175th anniversary exhibit. 
PERMANENT. Transfer to FRC when 10 years old. Offer to 
the NationalArchives when 30 years old. 


98. Photograph Files. Photographs of key Patent and Trade- 
markOffice officials, major exhibits and other subjects that related 
tothe functioning of the Patent and Trademark Office. Includes 
thenegative and one positive print. 
PERMANENT. Offer for transfer to the National Archives 
when 20 yearsold. 


99. Publications Files. Official record copy of each publication 
thatcontributes to an understanding of the organization and func- 
tioningof the Patent and Trademark Office. 
PERMANENT. Transfer to FRC when 10 years old. Offer to 
NationalArchives when 30 years old. 


100. Speech Files. Official records copy of each speech given 
bythe Commissioner and other Patent and Trademark Office 
executives. 
PERMANENT. Transfer to FRC when 10 years old. Offer to 
the NationalArchives when 30 years old. 


101. News Release Files. Official records copy of each newrelease. 
PERMANENT. Transfer to Federal Records Center when 10 
years old.Offer to National Archives when 30 years old. 
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102. Patents Received and Files Register. Register showing 
dateand number of patent cases received in search room and date 
filed. 


Destroy 2 years after date of last entry in volume. 


103. Reports on Search Room Activities Files. Weekly, monthly 
andother periodic reports showing production and general activi- 
ties ofthe public search room, with related background papers. 
a. Original Report. 
Destroy when | year old. 
b. Operating Office Copy. 
Destroy when 2 years old. 


104. Patent and Trademark Reproduction Copy Files. The master 

copyof patents and trademarks used for the photoreproduction of 

salescopies, includes original drawings and specifications. 
Transfer to FRC when 10 years old. Destroy when 20 years 
old. 


105. Reprint Requisition File. Requisitions, such as PTO Form 
228,used for ordering the reprint or printed patents or trademarks 
aftercurrent stock is depleted. 

Destroy when | year old. 


106. Sales Journal. Shows statistical information on sales ofcopies 
of patents and trademarks. 
Destroy when 5 years old. 


107. Correspondence and Sale Control Records. Records used 
tocontrol the flow of correspondence and sale of printed materials. 
Destroy when | year old. 


108. Requests for Publications. Correspondence requesting cop- 
iesof certain publications and other printed materials. 
Return requests with ordered materials. 


109. Microform Files. Microform copies of applications as filed- 
,printed patent files and printed trademark files. 
a. Master microfilm files. (Certified as processed under 41 
CFR101-11.504) 
PERMANENT. Transfer to classified site. Offer to National 
Archives when 25 years old. 
b. All other microform copies 
Non-Records 


110. Charged-Out Slips File. Slips recording the charge-out 
ofrecords to Patent and Trademark Office employees and the 
public, suchas PTO Forms 124, 125, and 271. 

Destroy when records are returned. 


111. Binding Instructions. Cards showing instructions on how 
thevarious publications received by the library are to be bound. 
Destroy when no longer needed. 


112. Charge-out Files of Library Materials. Sets of 3" x 5" 

cardsshowing records of library materials on temporary or indefi- 

nite loanto researchers or Patent and Trademark Office staff. 
Destroy when obsolete or on return of book. 


113. Interlibrary Loans Files. Records of books borrowed fro- 
mother libraries. 
Destroy 2 years aiter return of book. 


114. Library Serial Order Cards. 3" x 5" cards used to recordpur- 
chase of journals, magazines, etc. 
Destroy when no longer needed for reference. 


115. Library Book Order Cards. 3" x 5" cards showing bookpur- 
chases. 
Destroy when no longer needed for reference. 


116. Foreign Patent Accession Register. Bound volumes arranged 
bycountry. Each shows the patent number and the date that copy 
wasreceived in the Patent and Trademark Office. 

Destroy when no longer needed for reference. 
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117. Inventor’s Index. Arranged alphabetically by name ofinven- 
tor. Shows name and address of inventor, title of invention,serial 
number of application, patent number, date of issuance,attorney, 
and assignee. 
PERMANENT. Offer to National Archives when no longer 
needed forreference. 


118. PTO Procurement Files. Contract, requisition, purchase 
order,lease, and bond and surety records, including correspon- 
dence andrelated papers pertaining to award, administration, 
receipt,inspection and payment (other than those covered in Items 
1, 2, 13,and 15). 
a. Procurement or purchase organization copy, and related 
papers. 
1.Transactions of more than $10,000 and all construction- 
contracts exceeding $2,000. 
Destroy 6 years and 3 months after final payment. 
2. Transactions of $10,000 or less and construction con- 
tracts under$2,000. 
Destroy 3 years after final payment. (Close file at the end of 
the fiscal year, retain 3 years and destroy, except that files on 
whichactions are pending shall be brought forward to the next 
fiscal years’s files for destruction therewith.) 
b. Obligation copy. 
Destroy when funds are obligated. 
c. Other copies of record described above used by componen- 
telements of a procurement office for administrative purposes. 
Destroy upon termination or completion. 


119. Solicited and Unsolicited Bids and Proposals Files. 
. Successful bids and proposals. 
Destroy with related contract case files (see item 118 of 
thisschedule. ) 
. Solicited and unsolicited unsuccessful bids and proposals. 
1. When filed separately from contract case files. 
Destroy when related contract is completed. 
2. When filed with contract case files. 
Destroy with related contract case files (see item 118 of 
thisschedule.) 
c. Cancelled Solicitations Files. 
1. Formal solicitations of offers to provide products or 
services(e.g., Invitations for Bids, Requests for Proposals, 
Requests forQuotations) which were cancelled prior to 
award of a contract. The files include presolicitation 
documentation on the requirement, any offers which were 
opened prior to the cancellation, documentation on any 
government action up to the time of cancellation, and 
evidence of the cancellation. 
Destroy 5 years after date of cancellation. 
2. Unopened Bids. 
Return to bidder. 
. Lists or Card Files of Acceptable Bidders. 
Destroy when superseded or obsolete. 


120. Public Printer Files. Records relating to requisitions on the 
Printer, and all supporting papers. 
a. Printing procurement unit copy of requisition, invoice,speci- 
fications, and related papers. 
Destroy 3 years after completion or cancellation of requisi- 
tion. 
b. Accounting copy of requisition. 
Destroy 3 years after period covered by related account. 


Non Record Materials 


The Records Disposal Act of 1943, as amended, states that “library 
and museum material made or acquired and preserved solely for 
reference or exhibition purposes, extra copies of documents 
preserved only for convenience of reference, and stocks of 
publications and of processed documents are not included within 
the definition of the word ‘records’ as used in this Act.” Non- 
record material is disposed of as soon as its purpose is served. The 
following list consists of those non-record materials that are 
unique to the Patent and Trademark Office. 
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121. Foreign Patents. Copies of patents issued by foreign coun- 
tries. 


122. Translation of Foreign Patents and Publications and Related 
Indexes. Typewritten copies of translations and related indexes. 


123. Card Catalogs. 3" x 5" cards used as finding aids to thelibrary. 


124. Patent Examiner's Search Files. Reference file used byex- 
aminers in processing applications. Arranged by class and subclas- 
sand consist of U.S. patents, foreign patents, extracts frompubli- 
cations, and other materials relating to a certain class orsubclass. 


125. Printed Trademark Registrations Reference Files. Digest 
ofRegistered marks consisting of a set of registered work mark- 
sarranged alphabetically and secondarily by trademark registra- 
tionnumber; a set of registrations comprising symbols, arranged 
accordingto the classification of the goods or services with which 
they areused; of registration arranged by registration number. 
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126. Numerical Index to Patent Classification. Arrangednumeri- 
cally by patent number and shows the class and subclassassign- 
ment of each patent. 


127. Shelf List of Classified Patents. Listing of all U.S. Patent- 
numbers comprising, respectively, the “original” and “crossrefer- 
ence” classification of patents according to the officialclassification 
of the Patent and Trademark Office. 


128. Public Search Files of U.S. Patents. Printed or microfilm- 
copies of U.S. Patents arranged in two series: 1) numerically 
byclass and subclass assignment, and secondarily by patent 
number and2) numerically by patent number. 


129. Legislative History Files. Consist mainly of copies ofpub- 
lished materials relating to legislation that is of interest tothe 
Patent and Trademark Office. Includes copies of bills, publiclaws, 
Federal Register, Congressional Record, and similar materials. 


Patent and Trademark Office Records Schedule Index 


Item Description 


Abandoned Patent Application Files ...............::cccccsseseseeeeeeeeeeeees 


Abandoned Trademark Application Files .... 
Academy Application Files 
Academy Correspondence File 


Pcmary TRAM FCS ...0.2.nc.accssceccsiccseccsesccsssesssecassocenssccseee 
Pa a IN ah arctccscesccaccotecirccs Ace nsschsninecebvendecnsencsescessees 


Academy Training Sessions Files .. 

ADP Data Systems Planning Files ..............c:cccssssseeseeseeeee 
ADP Information Retrieval System Master Reference File .. 
ADP Planning Documents Files ................:cscssssseseseessseeeeeaeees 
ADP Program Management Files ... 


HE III TI neiccescnsnscicserscreninninccovcseusdantesonnsetsorsoneete 
SN laisse ned anssieeceins Gesscigeunenchuebiinonncesineid 


Assignment Document Files and Index 


Item No. 


Caeeeniaeenceneeienianosiutahanisctlesidubaandsi tipulalssdabcaoemiauisiede ceaectcetiairetats 56. 


Attorneys and Agents Registered to Practice Before the U.S. Patent and Trademark Office Roster 


Batch Control Sheet for Allowed Cases Files 
BRON INIT anna cccsecvecenseccseceneserereree 
Board of Appeals Decision Files 

Board of Interference Decisions . 

Budget Estimates Files 


Budget Policy and Procedures Correspondence Files .................. 


A ea csc iscienhcepineeissnieceneie 


Cancelled Trademark Registration Files . 
IE aiieetienice Neeteasnaveraininnabiactncastaeiaece 


Case Folders of Registered Attorneys and Agents .................0000+ 


Charge-Out Files of Library Materials 

Charge-Out Slips File 

Checklist for Applications Allowed by Examiner File 
Classifications Definitions Files 

Commissioner's Correspondence and Subject File . 
Complaint Files (Against Registered Attorneys) 


Correspondence and Sale Control Records ................::ccccsseseeeeseeee 


Court Cases 


Declaration of Assistance Received Files .. 


International Intellectual Property Activities Case File 
Inventor's Index 
Inventor’s Index to Patent Applications 


Legislative History Files 
Library Book Order Cards ...... 
Library Books Card Catalogs . 
Library Serial Order Cards 


Master Drawings and peenmentin 
Microform Files © 





Narrative and Statistical Reports Files 
News Release Files 


Numerical (serial) Index to Patent Applications ..................000++ 





101. 
126. 





ine iranhag ti eben icine agian ide ipaemiimnaeaitiia 48. 
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Item Description Item No. 
Patent and Trademark Copies Sales Journal 

Patent and Trademark Drawings and Specifications 

Patent and Trademark a Copy Files (Master Drawings . 
Patent Docket Cards .................. ees es 
Patent Examiner’s Search Files .... 

Patent File Charge-Out Records ... 

Patent Files 

Patent Interference Files ..... 

Patent Interference Settlement Agreements .. 

I TP NOE WNIT secs ccsscoceervecenesssesentsocee 

Patents Received and Files Register ... 

Petitions to the Commissioner 


Photograph Files ................. 

Policy Documentation Files 

I ON se ops o cll an ea coverencdcacasne sonectasatedon.ceonseioeeweusbaenivelievasouiaesunvaborceessiioniwcentisegesastusinte/Gienitesistal 

Printed Trademark Registrations Reference Files 

Printer-Waiting Register Files 

Proceedings Index to Trademark Adversary Proceedings . one a 
In ESPN III, NINE III Soi ps ssosc dsp sconvensnarcunexpeceonarsseseessabtscrnsietesiescietents gst ehsisiArentinastnecdeatnaeelesg wroeeeveneseialdetet 
Production and Pendency Reports Files 

Program Planning and Evaluation Files 

Proposed Intellectual Property Legislation Files . oe 
I NNN RI athe slceaiaasaadcs cl nets nde coenv nabs <aesextorsAriiettinieinc scholar creas as ins anise tcp taeeihie Ctambohabensabiamicies 118. 
Public Advisory Committee for Trademark Affairs Files 

Public Affairs Report 

Publications Files ......... 

Public Printer Files 

Publication Tape File : 
Senn TU RT Os a edo casas eneet soos Gedunus obbannetess umpe-epmnain nieibaiesieerameionsinaeaaie oatislabanemsapseaiocentesornenteat 128. 


Quality Review of Sample of Allowed Applications 
Query Disposition Record Files «0.0.0.0... 


Records Charge-Out Slips Files 
Records Disposition Files .................:0000 
Registered Attorneys and Agents Roster 


a a one occ ceoseiiv edd eseretsiek vos eses cuacusicbveamessuthe Tnsiecaeasnseie sev ioioieclastoseiataiacaituatintas Ceebaedeasecencevs 103. 
Reports to the Commissioner 

Reprint Requisition File ies Aas we ; 
NUR NR cach scat ncaie niece diacdereamicnoves ericomsonecaomnsnes cx ucobeseoteepupeceroabereeee Raanonsbmapio tirana aaa CaReCTIES 108. 
nr renee uP DINO NTE 550 csc sccecninennaninb diss sdoob enustboniseney entmepnieanisetaipeobetnesDeaesapebetocanseTseuetaapeest Oren 74. 


Sales Journal (on Patent and Trademark Copies) 

Sample Pull-Rate Files (Allowed Applications for Quality Review) .. 

Settlement Agreements (in Patent Interference Cases) 

Shelf List of Classified Patents ...............::cscsescseeeeeeees 

Solicited and Unsolicited Bids and Proposals Files .. 

Speakers Files 

Special Studies Files ................... 

Speech Files (Commissioner and Patent ‘and Trademark Executives) ..... 

Statistical Reports and/or Work Control Files 

Statistical Reports on Patents to Printers Files ... sen ioe ; 
ID TODA LACES NESE OEE TT OE ERE LR TE NE ROTATOR ES ST EL ROE OT ERT 12. 
Systems Development Program Files : 

Systems Development Project Case Files ...............c:cccsseseeeseesereeeeees 

Systems Development Task Force, Committee and Board Files 


Technical Report Files 

Trademark Adversary Proceedings Files 
Trademark Adversary Proceedings Records 
Trademark Examiners Work Reports ........... 
Trademark Petitions Files ..... 

Trademark Protest Letters 

Trademark Registrant’s Index . 

Trademark Renewal Index 

Translation of Foreign Patents and Publications and Related Indexes ....... 
Tramamnittale to Other Agencies Fibes: .........00:csesesiesorssccsssassssseossessscsseres 








Unsuccessful Application for Registration to Practice Before the Patent and Trademark Office 


Work-Flow Control and/or Statistical Reports Files 


[1068 TMOG 5] 
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(264) IN THE UNITED STATES PATENT AND 
TRADEMARK OFFICE BEFORE THE 
TRADEMARK TRIAL AND APPEAL BOARD 


Plaintiff 
: Opposition/Cancellation 
: No. 


Defendant 


ACKNOWLEDGMENT OF AGREEMENT OR 
ORDER PROTECTING CONFIDENTIALITY OF 
INFORMATION REVEALED DURING 
BOARD PROCEEDING 


I, 

[print name], declare that I have been provided with a copy of the 
Agreement or Order regarding the disclosure of, and protection of, 
certain types of information and documents during and after the 
above-captioned opposition or cancellation proceeding before the 
Trademark Trial and Appeal Board. I have read the Agreement or 
Order and understand its terms and provisions, by which I agree to 
be bound. Specifically, | agree to hold in confidence any informa- 
tion or documents disclosed to me in conjunction with any part I 
take in this proceeding. I declare under the penalty of perjury that 
these statements are true and correct. 








[signature] 





[print title, if applicable] 
[date] 


{1235 TMOG 73] 
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Plaintiff 


: Opposition/Cancellation 
: No. 


Defendant 


PROVISIONS FOR PROTECTING 
CONFIDENTIALITY OF INFORMATION 
REVEALED DURING BOARD PROCEEDING 


Information disclosed by any party or non-party witness during 
this proceeding may be considered confidential, a trade secret, or 
commercially sensitive by a party or witness. To preserve the 
confidentiality of the information so disclosed, either the parties 
have agreed to be bound by the terms of this order, in its standard 
form or as modified by agreement, and by any additional provi- 
sions to which they may have agreed and attached to this order, or 
the Board has ordered that the parties be bound by the provisions 
within. As used in this order, the term “information” covers both 
oral testimony and documentary material. 


Parties may use this standard form order as the entirety of their 
agreement or may use it as a template from which they may 
fashion a modified agreement. If the Board orders that the parties 
abide by the terms of this order, they may subsequently agree to 
modifications or additions, subject to Board approval. 


Agreement of the parties is indicated by the signatures of the 
parties’ attorneys and/or the parties themselves at the conclusion 
of the order. Imposition of the terms by the Board is indicated by 
signature of a Board attorney or Administrative Trademark Judge 
at the conclusion of the order. If the parties have signed the order, 
they may have created a contract.i The terms are binding from the 
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date the parties or their attorneys sign the order, in standard form 
or as modified or supplemented, or from the date of imposition by 
a Board attorney or judge. 


TERMS OF ORDER 


1) Classes of Protected Information 

The Rules of Practice in Trademark Cases provide that all inter 
partes proceeding files, as well as the involved registration and 
application files, are open to public inspection. The terms of this 
order are not to be used to undermine public access to files. When 
appropriate, however, a party or witness, on its own or through its 
attorney, may seek to protect the confidentiality of information by 
employing one of the following designations. 


Confidential-Material to be shielded by the Board from public 
access. 

Highly Confidential-Material to be shielded by the Board from 
public access and subject to agreed restrictions on access even as 
to the parties and/or their attorneys. 


Trade Secret/(Commercially Sensitive-Material to be shielded by 
the Board from public access, restricted from any access by the 
parties, and available for review by outside counsel for the parties 
and, subject to the provisions of paragraph 4 and 5, by independent 
experts or consultants for the parties. 


2) Information Not to Be Designated as Protected. 

Information may not be designated as subject to any form of 
protection if it (a) is, or becomes, public knowledge, as shown by 
publicly available writings, other than through violation of the 
terms of this document; (b) is acquired by a non-designating party 
or non-party witness from a third party lawfully possessing such 
information and having no obligation to the owner of the infor- 
mation; (c) was lawfully possessed by a non-designating party or 
non- party witness prior to the opening of discovery in this 
proceeding, and for which there is written evidence of the lawful 
possession; (d) is disclosed by a non-designating party or non- 
party witness legally compelled to disclose the information; or (e) 
is disclosed by a non-designating party with the approval of the 
designating party. 


3) Access to Protected Information. 

The provisions of this order regarding access to protected infor- 
mation are subject to modification by written agreement of the 
parties or their attorneys, or by motion filed with and approved by 
the Board. Judges, attorneys, and other employees of the Board are 
bound to honor the parties’ designations of information as pro- 
tected but are not required to sign forms acknowledging the terms 
and existence of this order. Court reporters, stenographers, video 
technicians or others who may be employed by the parties or their 
attorneys to perform services incidental to this proceeding will be 
bound only to the extent that the parties or their attorneys make it 
a condition of employment or obtain agreements from such 
individuals, in accordance with the provisions of paragraph 4. 


. Parties are defined as including individuals, officers of corpora- 
tions, partners of partnerships, and management employees of any 
type of business organization. 


. Attorneys for parties are defined as including in-house counsel 
and outside counsel, including support staff operating under 
counsel’s direction, such as paralegals or legal assistants, secre- 
taries, and any other employees or independent contractors oper- 
ating under counsel’s instruction. 


. Independent experts or consultants include individuals retained 
by a party for purposes related to prosecution or defense of the 
proceeding but who are not otherwise employees of either the 
party or its attorneys. 


. Non-party witnesses include any individuals to be deposed during 
discovery or trial, whether willingly or under subpoena issued by 
a court of competent jurisdiction over the witness. 
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Parties and their attorneys shall have access to information 
designated as confidential or highly confidential, subject to any 
agreed exceptions. 


Outside counsel, but not in-house counsel, shall have access to 
information designated as trade secret/commercially sensitive. 


Independent experts or consultants, non-party witnesses, and any 
other individual not otherwise specifically covered by the terms of 
this order may be afforded access to confidential or highly 
confidential information in accordance with the terms that follow 
in paragraph 4. Further, independent experts or consultants may 
have access to trade secret/commercially sensitive information if 
such access is agreed to by the parties or ordered by the Board, in 
accordance with the terms that follow in paragraph 4 and 5. 


4) Disclosure to Any Individual. 

Prior to disclosure of protected confidential or highly confidential 
information by any party or its attorney to any individual not 
already provided access to such information by the terms of this 
order, the individual shall be informed of the existence of this 
order and provided with a copy to read. The individual will then be 
required to certify in writing that the order has been read and 
understood and that the terms shall be binding on the individual. 
No individual shall receive any protected information until! the 
party or attorney proposing to disclose the information has 
received the signed certification from the individual. A form for 
such certification is attached to this order. The party or attorney 
receiving the completed form shall retain the original. 


5) Disclosure to Independent Experts or Consultants. 

In addition to meeting the requirements of paragraph 4, any party 
or attorney proposing to share disclosed trade secret/commercially 
sensitive information with an independent expert or consultant 
must also notify the party which designated the information as 
protected. Notification must be personally served or forwarded by 
certified mail, return receipt requested, and shall provide notice of 
the name, address, occupation and professional background of the 
expert or independent consultant. 


The party or its attorney receiving the notice shall have ten (10) 
business days to object to disclosure to the expert or independent 
consultant. If objection is made, then the parties must negotiate the 
issue before raising the issue before the Board. If the parties are 
unable to settle their dispute, then it shall be the obligation of the 
party or attorney proposing disclosure to bring the matter before 
the Board with an explanation of the need for disclosure and a 
report on the efforts the parties have made to settle their dispute. 
The party objecting to disclosure will be expected to respond with 
its arguments against disclosure or its objections will be deemed 
waived. 


6) Responses to Written Discovery. 

Responses to interrogatories under Federal Rule 33 and requests 
for admissions under Federal Rule 36, and which the responding 
party reasonably believes to contain protected information shall be 
prominently stamped or marked with the appropriate designation 
from paragraph |. Any inadvertent disclosure without appropriate 
designation shall be remedied as soon as the disclosing party 
learns of its error, by informing all adverse parties, in writing, of 
the error. The parties should inform the Board only if necessary 
because of the filing of protected information not in accordance 
with the provisions of paragraph 12. 


7) Production of Documents. 

If a party responds to requests for production under Federal Rule 
34 by making copies and forwarding the copies to the inquiring 
party, then the copies shall be prominently stamped or marked, as 
necessary, with the appropriate designation from paragraph 1. If 
the responding party makes documents available for inspection 
and copying by the inquiring party, all documents shall be 
considered protected during the course of inspection. After the 
inquiring party informs the responding party what documents are 
to be copied, the responding party will be responsible for promi- 
nently stamping or marking the copies with the appropriate 
designation from paragraph |. Any inadvertent disclosure without 
appropriate designation shall be remedied as soon as the disclosing 
party learns of its error, by informing all adverse parties, in 
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writing, of the error. The parties should inform the Board only if 
necessary because of the filing of protected information not in 
accordance with the provisions of paragraph 12. 


8) Depositions. 

Protected documents produced during a discovery deposition, or 
offered into evidence during a testimony deposition shall be orally 
noted as such by the producing or offering party at the outset of 
any discussion of the document or information contained in the 
document. In addition, the documents must be prominently 
stamped or marked with the appropriate designation. 


During discussion of any non-documentary protected information, 
the interested party shall make oral note of the protected nature of 
the information. 


The transcript of any deposition and all exhibits or attachments 
shall be considered protected for 30 days following the date of 
service of the transcript by the party that took the deposition. 
During that 30-day period, either party may designate the portions 
of the transcript, and any specific exhibits or attachments, that are 
to be treated as protected, by electing the appropriate designation 
from paragraph |. Appropriate stampings or markings should be 
made during this time. If no such designations are made, then the 
entire transcript and exhibits will be considered unprotected. 


9) Filing Notices of Reliance. 

When a party or its attorney files a notice of reliance during the 
party’s testimony period, the party or attorney is bound to honor 
designations made by the adverse party or attorney, or non-party 
witness, who disclosed the information, so as to maintain the 
protected status of the information. 


10) Briefs. 

When filing briefs, memoranda, or declarations in support of a 
motion, or briefs at final hearing, the portions of these filings that 
discuss protected information, whether information of the filing 
party, or any adverse party, or any non-party witness, should be 
redacted. The rule of reasonableness for redaction is discussed in 
paragraph 12 of this order 


11) Handling of Protected Information. 

Disclosure of information protected under the terms of this order 
is intended only to facilitate the prosecution or defense of this case. 
The recipient of any protected information disclosed in accordance 
with the terms of this order is obligated to maintain the confiden- 
tiality of the information and shall exercise reasonable care in 
handling, storing, using or disseminating the information. 


12) Redaction; Filing Material With the Board. 

When a party or attorney must file protected information with the 
Board, or a brief that discusses such information, the protected 
information or portion of the brief discussing the same should be 
redacted from the remainder. A rule of reasonableness should 
dictate how redaction is effected. 


Redaction can entail merely covering a portion of a page of 
material when it is copied in anticipation of filing but can also 
entail the more extreme measure of simply filing the entire page 
under seal as one that contains primarily confidential material. If 
only a sentence or short paragraph of a page of material is 
confidential, covering that material when the page is copied would 
be appropriate. In contrast, if most of the material on the page is 
confidential, then filing the entire page under seal would be more 
reasonable, even if some small quantity of non-confidential 
material is then withheld from the public record. Likewise, when 
a multi-page document is in issue, reasonableness would dictate 
that redaction of the portions or pages containing confidential 
material be effected when only some small number of pages 
contain such material. In contrast, if almost every page of the 
document contains some confidential material, it may be more 
reasonable to simply submit the entire document under seal. 
Occasions when a whole document or brief must be submitted 
under seal should be very rare. 


Protected information, and relevant portions of pleadings, briefs or 
memoranda that reproduce, discuss or paraphrase such informa- 
tion, shall be filed with the Board under seal. The envelopes or 
containers shall be prominently stamped or marked with a legend 
in substantially the following form: 
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CONFIDENTIAL 


This envelope contains documents or information that are subject 
to a protective order or agreement. The confidentiality of the 
material is to be maintained and the envelope is not to be opened, 
or the contents revealed to any individual, except by order of the 
Board. 


13) Acceptance of Information; Inadvertent Disclosure. 


Acceptance by a party or its attorney of information disclosed 
under designation as protected shall not constitute an admission 
that the information is, in fact, entitled to protection. Inadvertent 
disclosure of information which the disclosing party intended to 
designate as protected shall not constitute waiver of any right to 
claim the information as protected upon discovery of the error. 


14) Challenges to Designations of Information as Protected. If the 
parties or their attorneys disagree as to whether certain information 
should be protected, they are obligated to negotiate in good faith 
regarding the designation by the disclosing party. If the parties are 
unable to resolve their differences, the party challenging the 
designation may make a motion before the Board seeking a 
determination of the status of the information. A challenge to the 
designation of information as protected must be made substantially 
contemporaneous with the designation, or as soon as practicable 
after the basis for challenge is known. When a challenge is made 
long after a designation of information as protected, the challeng- 
ing party will be expected to show why it could not have made the 
challenge at an earlier time. The party designating information as 
protected will, when its designation is timely challenged, bear the 
ultimate burden of proving that the information should be pro- 
tected. 15) Board’s Jurisdiction; Handling of Materials After 
Judgment. The Board’s jurisdiction over the parties and their 
attorneys ends with the entry of a final judgment, unless jurisdic- 
tion is restored by grant of a post- judgment motion or as the result 
of an appellate proceeding. After entry of judgment, the parties’ 
handling of protected information and materials is governed only 
by any agreements to which the parties may agree. 16) Other 
Rights of the Parties and Attorneys. This order shall not preclude 
the parties or their attorneys from making any applicable claims of 
privilege during discovery or at trial. Nor shall the order preclude 
the filing of any motion with the Board for relief from a particular 
provision of this order or for additional protections not provided 
by this order. By Agreement of the Following, effective 














aa - . [print or type name 
and title of Board attorney or judge imposing order] 


' There may be a remedy at court for any breach of contract that 
occurs after the conclusion of this Board proceeding. See Fort 
Howard Paper Co. v. C.V. Gambina Inc., 4 USPQ2d 1552, 1555 
(TTAB 1987). See also, Alltrade Inc. v. Uniweld Products Inc., 946 
F.2d 622, 20 USPQ2d 1698 (9th Cir. 1991). 
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(266) Standard Form Agreement or 
Order for Protecting Confidentiality of Information and 
Documents Disclosed During Proceedings 
Before the Trademark Trial and Appeal Board 


Parties involved in inter partes proceedings before the Trade- 
mark Trial and Appeal Board often enter into agreements intended 
to safeguard information and documents viewed as confidential, 
commercially sensitive or trade secret. Similarly, a party involved 
in a Board proceeding may move the Board for an order providing 
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that disclosure of such information or documents be conditioned 
on the receiving party’s being obligated to hold the material in 
confidence and utilize it only for purposes related to the proceed- 
ing. 


The Board, in response to requests from parties involved in its 
cases, has promulgated standard provisions for protecting such 
material. Parties may agree to be bound by these provisions, to 
facilitate the exchange of information and documents. As an 
alternative, parties may use the standard form as a template upon 
which to base a more particularized agreement. In cases where the 
parties do not agree on provisions for protecting confidential, 
commercially sensitive or trade secret information, the Board may 
make orders designed to facilitate discovery or trial activities. The 
standard provisions may be imposed by the Board in appropriate 
cases. 


The standard form Agreement or Order is published with this 
notice and made available to parties for their use. The document 
will also be made available on the Office’s website [www.USP- 
TO.gov/web/menu/tm]; and it will be included in future revisions 
of the Trademark Trial and Appeal Board Manual of Procedure 
[TBMP]}. 

May 23, 2000 J. DAVID SAMS 
Chief Administrative Trademark Judge 
Trademark Trial and Appeal Board 
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Permanent Expansion of 
Telephone Conferencing on 
Interlocutory Matters in 
Inter Partes Cases Before the 
Trademark Trial and Appeal Board 


Since August 18, 1998, the Trademark Trial and Appeal Board 
(Board) has run a pilot project in which a group of three staff 
attorneys have heard arguments on, and disposed of, a wide range 
of pending interlocutory motions and related matters by telephone. 


Under the pilot project, the greater use of telephone conferenc- 
ing has proven beneficial to both the Board and the parties to 
contested cases. By this notice, the Board reports general findings 
from the pilot project and announces that telephone conferencing 
is now an option for resolving interlocutory matters in any inter 
partes case pending before the Board. 


1. GENERAL FINDINGS OF PILOT PROJECT 


During the first year of the pilot project, there were twenty-two 
instances in which one party requested a conference, eight in- 
stances in which the Board initiated a conference, and two 
instances in which the parties were already conferencing and 
added the Board to their conversation. There were also at least six 
instances in which inquiries were made to schedule a conference, 
but the parties then settled their differences. 


Of the twenty-two unilateral requests, one was withdrawn, two 
became moot, and only five were denied. One request was denied 
because of logistical difficulties; four were denied because they 
involved discovery disputes deemed not suitable for resolution by 
telephone conference (e.g., issues not focused enough, too many 
discovery requests in dispute, or procedurally premature). 


The most frequently discussed subjects were pleadings, discov- 
ery issues, scheduling/status issues, and requests to extend or 
reopen. 


The following observations and recommendations emerged 
from the pilot project: 


* The Board was concerned there would be a deluge of requests, 
but the number was manageable. 


* Board attorneys found it useful to initiate conferences. 
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* The time spent by the Board attorneys on conferences (e.g., 
scheduling, conducting conferences, and issuing post-conference 
orders) was comparable to the time spent reviewing and disposing 
of written submissions. Nonetheless, cases in which the Board 
held conferences were more likely to remain on track and less 
likely to result in intractable disputes between parties. 


* Conference participants generally were cooperative and cordial 
with each other and the Board. Participants appeared pleased with 
the Board’s willingness to hold conferences and render quick 
decisions. 


* Some parties mistakenly tried to use telephone conferencing as a 
substitute for stipulated written motions to suspend or reset dates 
and deadlines. [The parties must, except in rare instances, file 
written motions or stipulations with the Board when they agree to 
suspend or reset dates or deadlines.] 


* Some parties mistakenly requested a telephone conference as a 
means to supplement a motion or a related brief. The Board will 
not allow a moving party to use a telephone conference to present 
oral arguments on a motion that has been fully briefed in writing. 


* A number of conferences proceeded without prior filing of a 
written motion or proposed agenda for the conference. Thus, 
telephone conferencing proved more flexible than parties might 
have presumed from the announcement of the pilot project. Note, 
however, that a written motion or proposed agenda, filed by fax or 
hand delivery following consultation with a Board attorney, 
generally is necessary to properly frame issues for a conference. 


Il, GENERAL GUIDELINES FOR TELEPHONE CONFERENC- 
ING 


To alert parties to the availability of telephone conferencing, the 
Board will include appropriate information in the notice of 
institution for each case, i.e., the notice setting the defendant’s 
time to file an answer or other response to the plaintiff's complaint. 
The notice will also include the name and telephone number of the 
Board attorney responsible for the case. No special notice will be 
mailed to parties for cases already in existence, but telephone 
conferencing will be available in all cases, not just those instituted 
subsequent to this notice. 


An Administrative Trademark Judge may, in a particular case, 
conduct a telephone conference, or one Board attorney may 
substitute for another otherwise responsible for a case. But the 
parties must, in the first instance, direct requests for conferences to 
the Board attorney responsible for resolving interlocutory matters 
in that case. 


Although there will be no formal limitation as to the types of 
matters which can be handled through telephone conferences, 
Board attorneys retain discretion to decide whether any particular 
matter can be heard or disposed of by telephone. A decision may 
be made during a telephone conference to adjourn the conference 
and require submission of written briefs, if it appears during the 
conference that its continuation is not practicable. On the other 
hand, a conference arranged for consideration of a particular 
motion will not necessarily be limited to that motion and may be 
expanded to consider collateral matters which arise during the 
conference. 


Patent and Trademark Rule 1.2 (37 CFR 1.2), which requires all 
business with the PTO be transacted in writing, is waived to the 
extent that Board attorneys or judges may accept from parties, or 
direct parties to present, oral recitations of procedural facts and 
presentations of argument. Also, Trademark Rule 2.119(b) (37 
CFR 2.119(b)), which specifies the acceptable methods for for- 
warding service copies of papers filed with the Board, is waived to 
the extent necessary to facilitate telephone conferencing. Board 
attorneys retain the option of requiring written submissions and 
service of copies of written submissions, as necessary. 


Included below are discussions of (1) illustrative examples of 
interlocutory matters which are or are not suitable for telephone 
conferences; (2) how a telephone conference may be initiated (e.g., 
by the Board attorney or by a party); and (3) the mechanics of 
participation and issuance of rulings. 
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Il, SUITABILITY OF VARIOUS INTERLOCUTORY MATTERS 
FOR TELEPHONE CONFERENCING OR TELEPHONE DISPO- 
SITION 


The Board will neither insist that certain types of motions 
always be decided by telephone conference nor automatically 
preclude particular matters from being considered by telephone; 
however, the Board will not decide by telephone conference any 
motion which, if granted, would be dispositive of the proceeding. 


Many motions, whether in the pleading phase, discovery phase, 
or trial phase of a Board case, are suitable for telephone confer- 
encing. Examples include: 


* a dispute about whether a set of interrogatories is within the 
Board’s limit; 


* most motions to extend or suspend; 


* a motion to compel attendance of a witness at a discovery 
deposition; 


* a motion to quash a notice of deposition; and 


* a motion to compel which focuses narrowly on a small number 
of specific interrogatories or document requests. 


In addition, parties might wish to consider requesting a confer- 
ence, or the Board might initiate a conference, for interlocutory 
matters which do not involve motions but where the parties might 
benefit from a better understanding of Board practice. For ex- 
ample: 


* Parties sometimes wrongly assume that the party which serves 
discovery first is entitled to obtain responses first; these disputes 
regarding a supposed “right of priority” to obtain discovery would 
be particularly suited to resolution by telephone conference. 


¢ Where a significant number of specific discovery requests are in 
dispute and the Board finds it impractical to decide a motion to 
compel or a motion for protective order by telephone conference, 
the parties still might find it helpful to participate in a conference 
focusing more generally on the areas of permissible discovery. 


* Misunderstandings as to Board practice sometimes threaten to 
derail a discovery deposition. A telephone conference may be used 
to clarify Board practice when problematic issues arise during a 
discovery or testimony deposition and threaten its progress or 
completion. 

Although many types of motions are suitable for resolution by 
telephone conference, certain motions are not.A motion which is 
potentially dispositive, i.e., a motion which, if granted, would 
dispose of a Board proceeding, must be decided by a three-judge 
panel and is inappropriate for a telephone conference with a Board 
attorney. See 37 CFR 2.127(c). Examples of potentially dispositive 
motions which will not be considered include the following: 


* a motion for entry of default judgment (however, a motion by a 
defendant to accept a late answer or to reopen the time for 
answering would be suitable for a telephone conference]; 


* a motion to dismiss under Federal Rule of Civil Procedure 
12(b)(6); 


* a motion for judgment on the pleadings under Federal Rule of 
Civil Procedure 12(c); 


* a motion for summary judgment [however, a motion to strike a 
motion for summary judgment as untimely could be considered in 
a telephone conference]; and 


* a motion for entry of judgment against a plaintiff for failure to 
prosecute, under Trademark Rule 2.132. 


Certain motions require review of large written records and, 
therefore, are not suitable for resolution by telephone conference. 
For example: 
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* A motion to compel involving a significant number of disputed 
discovery requests may require the Board attorney handling the 
case to sift through discovery requests, responses, and the parties’ 
arguments on the sufficiency of the responses. [However, a motion 
to compel must always include a showing that the parties have 
made a good faith attempt to resolve their discovery dispute prior 
to filing a motion to compel, see 37 CFR 2.120(e), and the Board 
may hold a telephone conference on this threshold issue. ] 


IV. INITIATION AND PARTICIPATION 


Use of the telephone conference procedure is discretionary with 
the Board. The Board may schedule a conference (1) following the 
Board’s granting of a party’s request for a conference by one or 
both parties, or (2) upon the Board’s own initiative. Procedures for 
framing the issues for the conference and convening the confer- 
ence will vary, depending on how the telephone conference is 
initiated and, if initiated by a party for the purpose of deciding a 
motion, whether the party is a movant or non-movant. 


Contacting the Appropriate Board Attorney 


If a party wishes to request a telephone conference or if multiple 
parties agree to participate in a conference, the party or parties 
must contact the appropriate Board attorney by telephone. Initial 
contact will be limited to a simple statement of the nature of the 
issues proposed to be decided by telephone conference, with no 
discussion of the merits of any issues. 


During initial telephone contact, the Board attorney will decide 
whether any party must file a motion or brief or written agenda to 
frame the issues for the conference and will issue instructions for 
the filing and service of copies of any motion, brief, or written 
agenda. If all parties to a case make a joint request for a 
conference, while they should not generally expect to have the 
conference begin on initial contact, it is possible. 


Denial of a request for a telephone conference is without 
prejudice to the merits of the motion or other matter sought to be 


heard by telephone. If a request is denied, the Board attorney will 
provide instructions to the party or parties regarding requirements 
for filing the motions or briefs required to have the matter decided 
on the papers. 


Time for Requesting Conference 


A party that intends to file a motion may request a telephone 
conference before it files the motion. A party that has been served 
with a written motion may request a telephone conference to 
dispose of the motion, but that party must contact the Board 
attorney soon after it receives the service copy of the motion. A 
party will not be able to request a telephone conference at or near 
the end of its time for responding to a motion, so as to avoid or 
delay responding to the motion. 


A party that files and serves a written motion without first 
requesting a telephone conference should have no need to later 
request a conference on that motion, absent special circumstances. 
For example, if a party’s motion results in a cross-motion and the 
party that filed the initial motion then wishes to request a telephone 
conference, it may do so. 


Responsibility for Arranging Conference 


When the Board grants a party’s request for a telephone 
conference, the party has the responsibility for scheduling it for a 
time agreeable to all parties and the Board attorney. The party must 
arrange the conference call. 


When parties agree to a telephone conference, they should also 
decide which of them will report to the Board and arrange the 
conference. 


Initiation by the Board 
Upon review of a case file or a motion pending in a case file, the 


reviewing Board attorney may determine that a telephone confer- 
ence is appropriate. In such a case, the Board attorney will contact 
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the parties to arrange an appropriate time for the conference. If the 
conference is being arranged to decide a pending motion, and the 
non-moving party has not yet filed a response, the Board will 
inform the non-moving party that it should be prepared to make an 
oral response to the motion during the telephone conference. Any 
other instructions regarding filing of briefs or serving of copies 
will be provided. The Board will arrange any conference call it 
initiates. 


V. CONDUCT OF CONFERENCE ANDISSUANCE OF RULINGS 
Participation 


When a written motion is filed and a telephone conference is 
scheduled, either on request of the non-movant or on the Board’s 
initiative, the subject motion may be denied with prejudice if the 
party that filed the motion fails to participate in the telephone 
conference. 


When the Board grants a moving party’s request for a telephone 
conference on a motion, failure of the non-movant to participate 
may result in the motion’s being treated as conceded. See 37 CFR 
2.127(a). 


The Board retains the discretion to reconsider the grant or denial 
of a motion that results from a party’s failure to participate. 


Conduct of Conference 


As a general rule, the telephone conference will be limited to the 
issues defined by the Board prior to, or at the commencement of, 
the conference. There may be instances in which the Board 
attorney determines, during a telephone conference, that the 
motion or matter in issue should be decided on a written record. In 
such cases, the Board attorney may halt the telephone conference 
and direct the filing of a motion, or response to a motion, or both. 


Parties must conduct themselves with appropriate decorum. 
Interruptions are to be avoided. The Board attorney conducting the 
conference generally will signal that a party may make an 
argument or presentation by inviting the party to do so or by 
inviting a response to an argument or presentation made by 
another. 


The Board will not record the contents of a telephone confer- 
ence, stenographically or by audio tape. Participating parties are 
not permitted to record the contents of a telephone conference. 


Issuance of Rulings 


The Board attorney may make rulings at the conclusion of a 
telephone conference or may take the parties’ arguments under 
advisement. In every instance, after the resolution of a motion or 
matter by telephone conference, the Board attorney will issue a 
written order containing all rulings. In most instances, the Board’s 
written order will consist of only a brief summary of the issues and 
the resulting decision; generally, the order will not include a 
recitation of the parties’ arguments. The decision will be for- 
warded to the parties by fax or mail. 


Neither the filing, under 37 CFR 2.127(b), of a request for 
reconsideration or modification of a decision on a motion or matter 
decided after a telephone conference nor the filing of a petition 
under 37 CFR 2.146(e)(2) will, in the usual case, result in a stay 
of proceedings. Any discovery, trial dates, or other deadlines set by 
the Board will ordinarily remain as set, notwithstanding the 
request for reconsideration or petition. The Board may, however, 
reset dates, as appropriate, if either a request for reconsideration or 
a petition is granted. 
May 23, 2000 Q. Todd Dickinson 

Under Secretary of Commerce for 

Intellectual Property and Director of the 

United States Patent and Trademark Office 
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(268) Service by Publication 


A petition to cancel the registration identified below having 
been filed, and the notice of such proceeding sent by certified mail 
to registrant at the last known address having been returned by the 
Postal Service as undeliverable, notice is hereby given that unless 
the registrant listed herein, its assigns or legal representatives, 
shall enter an appearance within thirty days of this publication, the 
cancellation will proceed as in the case of default. 


Capitol Products Corp., Mechanicsburg, Pa., Reg. No. 1,122,785, 
for the mark “SUNBELT”, Canc. No. 26,174. 


JEAN BROWN 

Technical Program Manager 
Trademark Trial 

and Appeal Board, for 
ROBERT M. ANDERSON 
Deputy Assistant Commissioner 
for Trademarks 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 2 and 3 
RIN 0651-AA87 


Miscellaneous Changes to 
Trademark Trial and Appeal Board Rules; 
Correction 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Correcting amendment. 


SUMMARY: This document contains corrections to the rules 
relating to discovery, motions, and the fee for recording docu- 
ments, and to the title of Part 3 of Volume 37 of the Code of 
Federal Regulations. 


EFFECTIVE DATE: September 30, 1998. 


FOR FURTHER INFORMATION CONTACT: Ellen J. See- 
herman, Administrative Trademark Judge, Trademark Trial and 
Appeal Board, by telephone at (703) 308-9300, extension 206; or 
by mail marked to her attention and addressed to Assistant 
Commissioner for Trademarks, Box TTAB-No Fee, 2900 Crystal 
Drive, Arlington, Virginia 22202-3513; or by facsimile transmis- 
sion marked to her attention and sent to (703) 308-9333. 


SUPPLEMENTARY INFORMATION: On September 9, 1998, 
the Patent and Trademark Office published a final rule entitled 
“Miscellaneous Changes to Trademark Trial and Appeal Board 
Rules” in the Federal Register (63 FR 48081). 


There is an error on page 48093, column 2, in the discussion of 
the amendment of Section 2.127(a), which states that “if a motion 
for an extension of time to file a brief in response to a motion is 
denied, the time for responding to the motion for summary 
judgment may remain as specified under this section.” The words 
“for summary judgment” should be deleted. 


Section 2.120(a) was amended to clarify certain Board practices 
and to change certain provisions relating to discovery. When the 
final rule was printed, this section was incorrectly published as two 
paragraphs instead of one. Section 2.120(a) should appear as a 
single paragraph. 


Section 2.127(a) was amended to, inter alia, provide that the 
Board may, in its discretion, consider a reply brief. As published, 
however, a comma was erroneously placed after the word “Board” 
rather than after the word “may.” 


U.S. PATENT AND TRADEMARK OFFICE 
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Section 3.41 was amended in order to correct a cross-reference 
to the section relating to the fee for recording a trademark 
document. However, an earlier version of § 3.41 was inadvertently 
inserted. The version of § 3.41 as published in the Federal Register 
on October 10, 1997, 62 FR 53132, 1203 TMOG 63 (October 21, 
1997), which became effective December 1, 1997, should be 
reinserted with the corrected cross-reference. 


Finally, the title of Part 3 of Volume 37 of the Code of Federal 
Regulations was erroneously listed as “Rules of Practice in 
Trademark Cases.” It should remain as “Assignment, Recording 
and Rights of Assignee.” 


List of Subjects 
37 CFR Part 2 
Administrative practice and procedure, Patents, Trademarks. 
37 CFR Part 3 
Administrative practice and procedure, Patents, Trademarks. 
Accordingly, 37 CFR Parts 2 and 3 are corrected as follows: 
PART 2--RULES OF PRACTICE IN TRADEMARK CASES 
1. The authority citation for part 2 continues to read as follows: 
Authority: 15 U.S.C. 1123; 35 U.S.C. 6. 
2. Section 2.120(a) is correctly revised to read as follows: 
§ 2.120 Discovery. 


(a) In general. Wherever appropriate, the provisions of the 
Federal Rules of Civil Procedure relating to discovery shall apply 
in opposition, cancellation, interference and concurrent use regis- 
tration proceedings except as otherwise provided in this section. 
The provisions of the Federal Rules of Civil Procedure relating to 
automatic disclosure, scheduling conferences, conferences to dis- 
cuss settlement and to develop a discovery plan, and transmission 
to the court of a written report outlining the discovery plan, are not 
applicable to Board proceedings. The Trademark Trial and Appeal 
Board will specify the opening and closing dates for the taking of 
discovery. The trial order setting these dates will be mailed with 
the notice of institution of the proceeding. The discovery period 
will be set for a period of 180 days. The parties may stipulate to a 
shortening of the discovery period. The discovery period may be 
extended upon stipulation of the parties approved by the Board, or 
upon motion granted by the Board, or by order of the Board. If a 
motion for an extension is denied, the discovery period may 
remain as originally set or as reset. Discovery depositions must be 
taken, and interrogatories, requests for production of documents 
and things, and requests for admission must be served, on or 
before the closing date of the discovery period as originally set or 
as reset. Responses to interrogatories, requests for production of 
documents and things, and requests for admission must be served 
within 30 days from the date of service of such discovery requests. 
The time to respond may be extended upon stipulation of the 
parties, or upon motion granted by the Board, or by order of the 
Board. The resetting of a party’s time to respond to an outstanding 
request for discovery will not result in the automatic rescheduling 
of the discovery and/or testimony periods; such dates will be 
rescheduled only upon stipulation of the parties approved by the 
Board, or upon motion granted by the Board, or by order of the 
Board. 


REKEKK 


3. Section 2.127(a) is correctly revised to read as follows: 
§ 2.127 Motions. 


(a) Every motion shall be made in writing, shall contain full 
statement of the grounds, and shall embody or be accompanied by 
a brief. Except as provided in paragraph (e)(1) of this section, a 
brief in response to a motion shall be filed within fifteen days from 
the date of service of the motion unless another time is specified by 
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the Trademark Trial and Appeal Board or the time is extended by 
stipulation of the parties approved by the Board, or upon motion 
granted by the Board, or upon order of the Board. If a motion for 
an extension is denied, the time for responding to the motion may 
remain as specified under this section. The Board may, in its 
discretion, consider a reply brief. Except as provided in paragraph 
(e)(1) of this section, a reply brief, if filed, shall be filed within 15 
days from the date of service of the brief in response to the motion. 
The time for filing a reply brief will not be extended. No further 
papers in support of or in opposition to a motion will be considered 
by the Board. Briefs shall be submitted in typewritten or printed 
form, double spaced, in at least pica or eleven-point type, on 
letter-size paper. The brief in support of the motion and the brief 
in response to the motion shall not exceed 25 pages in length; and 
a reply brief shall not exceed 10 pages in length. Exhibits 
submitted in support of or in opposition to the motion shall not be 
deemed to be part of the brief for purposes of determining the 
length of the brief. When a party fails to file a brief in response to 
a motion, the Board may treat the motion as conceded. An oral 
hearing will not be held on a motion except on order by the Board. 


RKKE 


PART 3--ASSIGNMENT, RECORDING AND RIGHTS OF 
ASSIGNEE 


4. The authority citation for Part 3 continues to read as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6. 


5. The title of Part 3 is correctly revised to read as follows: 


Part 3--ASSIGNMENT, RECORDING AND RIGHTS OF 
ASSIGNEE 


6. Section 3.41 is correctly revised to read as follows: 


§ 3.41 Recording fees. 


(a) All requests to record documents must be accompanied by 
the appropriate fee. Except as provided in paragraph (b) of this 


section, a fee is required for each application, patent and registra- 
tion against which the document is recorded as identified in the 
cover sheet. The recording fee is set in §1.21(h) of this chapter for 
patents and in § 2.6(b)(6) of this chapter for trademarks. 

(b) No fee is required for each patent application and patent 
against which a document required by Executive Order 9424 is to 
be filed if: 

(1) The document does not affect title and is so identified in the 
cover sheet (see § 3.31(c)(2)); and 

(2) The document and cover sheet are mailed to the Office in 
compliance with § 3.27(b). 


ALBIN F. DROST 
Deputy Solicitor 


September 24, 1998 
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(270) Department of Commerce 
Patent and Trademark Office 
37 CFR Part 2 and 3 
970428100-7100-01 
RIN 0651-AA87 


Miscellaneous Changes 
to Trademark Trial and Appeal Board Rules 


Agency: Patent and Trademark Office, Commerce. 
Action: Notice of Proposed Rulemaking 


Summary: The Patent and Trademark Office (PTO) proposes to 
amend its rules governing practice before the Trademark Trial and 
Appeal Board (Board) to expedite inter partes proceedings. These 
proposed changes enlarge the time periods for discovery, testi- 
mony, and response to motions, and concomitantly limit the 
circumstances in which extensions may be obtained. In addition, 
they impose strict limitations on the number of written discovery 
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requests which one party may serve upon another party in a 
proceeding. Other proposed inter partes rule amendments clarify 
the rules, conform the rules to current practice, simplify practice, 
and correct cross-references. Finally the PTO proposes to amend 
37 CFR §§ 2.76(a), 2.76(g), and 2.76(h), which affect practice in 
ex parte appeals to the Board, to conform these rules to current 
practice. 


Dates: Written comments must be received on or before August 4, 
1997 to ensure consideration. An oral hearing will not be con- 
ducted. 


Addresses: Written comments may be sent by mail addressed to 
Assistant Commissioner for Trademarks, Box TTAB--No Fee, 
2900 Crystal Drive, Arlington, Virginia 22202-3513, marked to the 
attention of Ellen J. Seeherman. Written comments may also be 
sent by facsimile transmission to (703) 308-9333, marked to the 
attention of Ellen J. Seeherman. Written comments will be 
available for public inspection in Suite 900, on the 9th Floor of the 
South Tower Building, 2900 Crystal Drive, Arlington, Virginia 
22202-3513. 


For Further Information Contact: Ellen J. Seeherman, Admin- 
istrative Trademark Judge, Trademark Trial and Appeal Board, by 
telephone at (703) 308-9300, extension 206, or by mail marked to 
her attention and addressed to Assistant Commissioner for Trade- 
marks, Box TTAB--No Fee, 2900 Crystal Drive, Arlington, Vir- 
ginia 22202-3513 or by facsimile transmission marked to her 
attention and sent to (703) 308-9333. 


Supplementary Information 


This notice of proposed rulemaking is designed to improve 
practice and expedite proceedings in inter partes cases before the 
Trademark Trial and Appeal Board (Board). In addition, the 
proposed amendments codify and clarify certain practices of the 
Board and correct certain references to citations of the Trademark 
Act and the Code of Federal Regulations. 

The proposed amendments, and the reasons for the amend- 
ments, are discussed below. 

The Board’s workload has increased dramatically in the last 
several years because of a rapid growth in the number of inter 
partes and ex parte proceedings filed with the Board. Along with 
this increase in the number of proceedings, there has been a 
marked increase in the number of motions and other papers filed in 
each inter partes case. It appears to the Board that this proliferation 
of papers has been due, in large part, to the fact that in recent years, 
many attorneys practicing before the Board in inter partes cases 
have taken an increasingly aggressive approach by filing every 
possible motion that may be filed and by responding to every paper 
filed to the point of sur-reply and sur-sur-reply briefs. It also 
appears that some of the papers filed are part of a strategy to bury 
the adverse party with paper, so that it becomes too expensive for 
that party to proceed with the case, and the party is forced to settle 
or capitulate. Whatever the reason, in many cases the number of 
papers filed goes far beyond what is reasonably needed for a Board 
proceeding. The filing of these papers caus2s needless work and 
expense for the parties and the Board. Moreover, the rapid growth 
in the number of papers filed has caused substantial delays in all 
phases of the Board’s work, including the resolution of motions 
and the final determination of proceedings. 

A number of the rule amendments proposed in this notice, 
namely, the proposed amendments to §§ 2.120(a), 2.120(d)(1), 
2.120(d)(2), 2.120(e), 2.120(h), 2.121(ay(1), 2.121(c), 2.127(a), 
2.127(b), 2.127(d), and 2.127(e)(1), are designed to address these 
problems by changing certain Board practices relating to discov- 
ery, testimony periods, and motions. In addition, § 2.120(a) is 
proposed to be amended to clarify Board discovery practice in the 
wake of the December |, 1993 amendments to the Federal Rules 
of Civil Procedure. 

Other amendments proposed in this notice serve to clarify the 
rules, conform the rules to current Board practice, simplify 
practice, and correct certain cross-references in the rules. The rules 
affected by these proposed amendments are §§ 2.76(a), 2.76(g), 
2.76(h), 2.85(e), 2.87(c), 2.101(d)(1), 2.102(d),  2.111(b), 
2.111(c 1), 2.117(a), 2.117(b), 2.119(d), 2.120(g)1), 2.121(d), 
2.122(b)(1), 2.122(d)(1), 2.123(b), 2.123(f), 2.125(c), 2.127(f), 
2.134(a), and 2.146(e)(1) 
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Proposed Amendments Relating to Discovery 


It is the experience of the Board that a large number of motions 
and requests are filed in connection with discovery. Many of these 
filings relate to repeated requests for extensions of time, specifi- 
cally, extensions of the discovery period and the time to respond to 
discovery requests. 

Moreover, at present, the Board sets the closing date for the 
taking of discovery, with the date set being 90 days after the date 
of the initial trial order. However, discovery in Board proceedings 
opens at the times specified in Rules 30, 33, 34, and 36 of the 
Federal Rules of Civil Procedure as they read prior to the 
December!, 1993 amendments to those rules. See “Effect of 
December 1, 1993 Amendments to the Federal Rules of Civil 
Procedure on Trademark Trial and Appeal Board Inter Partes 
Proceedings,” 1159 TMOG 14 (February 1, 1994). Thus, inter- 
rogatories, requests for production of documents and things, and 
requests for admission may be served upon the plaintiff after the 
proceeding commences (i.e., after the notice of opposition or 
petition for cancellation is filed in an opposition proceeding, and 
after the mailing by the Board of the notice of institution in an 
interference or concurrent use proceeding), and upon the defendant 
with or after service of the complaint by the Board. Discovery 
depositions generally may be taken by any party after commence- 
ment of the proceeding, except that the Board’s permission must 
be obtained first in certain specified situations. Further, the Board 
still follows the practice embodied in Rules 33(a), 34(b), and 36(a) 
of the Federal Rules of Civil Procedure, as they read prior to the 
December 1, 1993 amendments, that a defendant may serve 
responses to interrogatories, requests for production of documents 
and things, and requests for admission either within 30 days after 
service of a discovery request (35 days if service of the request for 
discovery is made by first-class mail, “Express Mail,” or overnight 
courier--see § 2.119(c)), or within 45 days after service of the 
complaint upon it by the Board, whichever is later. These practices 
relating to the opening of discovery and the time for the service of 
discovery responses by the defendant are complicated, and un- 
popular with practitioners. 

In order to simplify the opening of discovery, and reduce the 
number of motions to extend the discovery period and the time to 
respond to discovery requests, it is proposed to amend § 2.120(a) 
to provide that the Board will specify the opening and closing 
dates for the taking of discovery, and that the discovery period will 
be set for a period of 180 days. The section is also proposed to be 
amended to include a provision that responses to interrogatories, 
requests for production of documents and things, and requests for 
admission must be served within 40 days from the date of service 
of such discovery requests. 

Because of the proposed enlargements of the discovery and 
response periods, it is also proposed to limit the circumstances in 
which extensions will be granted. Specifically, § 2.120(a) is 
proposed to be amended to provide that extensions of the discov- 
ery period will be granted only upon stipulation of the parties 
approved by the Board, while the time to respond to interrogato- 
ries, requests for production of documents and things, and requests 
for admission may be extended only upon stipulation of the parties 
or upon motion showing extraordinary circumstances granted by 
the Board. (The Board, of course, retains its inherent power to sua 
sponte reset, and thereby extend, the discovery period and re- 
sponse times.) In addition, the section is proposed to be amended 
to include a provision (now found, in somewhat different form, in 
§ 2.121(a)(1)), that the resetting of a party’s time to respond to an 
outstanding request for discovery will not result in the automatic 
rescheduling of the discovery and/or testimony periods, and that 
“the discovery period will be rescheduled only upon stipulation of 
the parties approved by the Board, and testimony periods will be 
rescheduled only upon stipulation of the parties approved by the 
Board, or upon motion showing extraordinary circumstances 
approved by the Board.” The quoted portion is somewhat different 
from its counterpart in present § 2.121(a), but is consistent with the 
provisions of § 2.121(a)(1) as proposed to be amended. Because of 
the proposed amendment of § 2.120(a) to include provisions 
governing discovery response periods and extensions thereof, it is 
believed that § 2.120(a), rather than § 2.121(a)(1), which governs 
the scheduling and rescheduling of testimony periods, is the most 
logical place for the provision now proposed to be moved. 

The enlargement of the discovery period and of the time to 
respond to discovery requests, and the concomitant limitations on 
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the situations in which extensions of these times will be granted, 
will reduce the number of extension requests filed, reduce delays 
in the service of discovery responses, and expedite proceedings 
before the Board. 

Another proposed change to § 2.120(a) clarifies Board discov- 
ery practice in the wake of the December 1, 1993 amendments to 
the Federal Rules of Civil Procedure. Section 2.116(a) provides 
that, except as otherwise provided, and wherever applicable and 
appropriate, procedure and practice in Board inter partes proceed- 
ings shall be governed by the Federal Rules of Civil Procedure. 
Section 2.120(a) provides, in part, that the provisions of the 
Federal Rules of Civil Procedure relating to discovery shall apply 
in opposition, cancellation, interference, and concurrent use reg- 
istration proceedings except as otherwise provided in § 2.120; and 
that the opening of discovery is governed by the Federal Rules of 
Civil Procedure. Thus, where the Board has its own rule concern- 
ing a particular matter of practice or procedure, that rule governs; 
if there is no Board rule concerning the matter, the Federal Rules 
of Civil Procedure apply, where applicable and appropriate. 

The December 1, 1993 amendments to the Federal Rules of 
Civil Procedure substantially changed discovery procedures in 
civil actions. The amended rules included provisions which, inter 
alia, mandated automatic disclosure, scheduling conferences, con- 
ferences to discuss settlement and to develop a plan for discovery, 
and transmission to the court of a written report outlining the 
discovery plan. Moreover, under the amended Federal Rules, the 
commencement of discovery hinged upon completion of the 
mandated discovery plan conference. The PTO concluded that the 
application of these provisions in inter partes proceedings before 
the Board would increase the complexity and cost of the proceed- 
ings and be unduly burdensome to the parties and the Board. 
Therefore, in a notice published in the Official Gazette, the 
Commissioner stated that these provisions were not appropriate 
for, and would not be applicable in, Board proceedings. See “Effect 
of December 1, 1993 Amendments to the Federal Rules of Civil 
Procedure on Trademark Trial and Appeal Board Inter Partes 
Proceedings,” 1159 TMOG 14 (February 1, 1994). The Commis- 
sioner also stated that the PTO would, in due course, publish a 
notice of proposed rulemaking to amend, as might be necessary, 
the trademark rules governing practice and procedure in inter 
partes proceedings before the Board. Accordingly, § 2.120(a) is 
proposed to be amended to specify that the provisions of the 
Federal Rules relating to automatic disclosure, scheduling confer- 
ences, conferences to discuss settlement and to develop a discov- 
ery plan, and transmission to the court of a written report outlining 
the discovery plan, do not apply to Board proceedings, and that the 
Board will specify the opening and closing dates for the taking of 
discovery. In addition, the first sentence of the section, which 
specifies that the provisions of the Federal Rules of Civil Proce- 
dure shall apply in opposition, cancellation, interference, and 
concurrent use registration proceedings, except as otherwise pro- 
vided in § 2.120, is proposed to be amended to include the 
prefatory words “Wherever appropriate.” The proposed amend- 
ment is consistent with an analogous provision in § 2.116(a), and 
makes it clear that even when there is no provision in § 2.120 
relating to a particular discovery matter, the provisions of the 
Federal Rules of Civil Procedure relating to that matter apply only 
if they are appropriate for Board proceedings. 

Another of the proposed amendments to § 2.120(a) would 
require that interrogatories, requests for production of documents 
and things, and requests for admission be served in sufficient time 
for responses to fall due prior to the close of the discovery period, 
and that discovery depositions be noticed and taken prior to the 
close of the discovery period. It is believed that the proposed 
180-day discovery period will allow more than sufficient time for 
the service of discovery requests to be made early enough in the 
discovery period so that responses to such requests will fall due 
prior to the close of discovery. Moreover, as indicated hereafter, § 
2.120(e) is proposed to be amended to provide that a motion to 
compel discovery must be filed within 30 days after the close of 
the discovery period, as originally set or as reset. The proposed 
requirement that discovery requests be served in sufficient time for 
responses to fall due prior to the close of discovery will enable the 
propounding party to file a motion to compel, if such a motion is 
deemed necessary, within 30 days after the close of the discovery 
period. Litigants should note that if they agree to an extension of 
time to respond to discovery requests, such that the responses 
would be due shortly before or after the due date for any motion 
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to compel, then they should also stipulate to reschedule the closing 
date of the discovery period, if the propounding party wishes to 
preserve its time to file a motion to compel. 

The Board has observed that parties misuse the discovery 
process for purposes of harassing their adversaries, resulting in 
numerous motions to compel and motions for protective orders. 
Section 2.120(d) was amended effective November 16, 1989, to 
restrict to 75 (counting subparts) the total number of interrogato- 
ries a party may serve, in a proceeding, upon another party. The 
final rule notice was published in the Federal Register on August 
22, 1989, at 54 FR 34886 and in the Patent and Trademark Office 
Official Gazette of September 12, 1989, at 1106 TMOG 26. It is the 
Board's experience that, despite that limitation, parties continue to 
serve interrogatories, as well as other written discovery requests, 
which are irrelevant, unnecessary, and/or harassing. In view 
thereof, and given the restricted scope of Board proceedings, and 
the availability of the discovery deposition as an alternate and/or 
additional discovery device, it is the Board’s belief that the total 
number of discovery requests which one party may serve upon 
another party in a proceeding should be limited to 25 interrogato- 
ries (counting subparts), 15 requests for production of documents 
and things (counting subparts), and 25 requests for admission 
(counting subparts). Sections 2.120(d)(1), 2.120(d)(2), and 
2.120(h) are proposed to be amended to state such limitations. 
Moreover, because it is believed that 25 interrogatories are an 
adequate number for a proceeding before the Board, the motion 
procedure for obtaining leave to serve interrogatories in excess of 
the limit set forth in § 2.120(d)(1) is proposed to be deleted. 
Similarly, no such procedure is proposed to be provided for 
requests for production of documents and things and requests for 
admission. The provisions proposed to be added to § 2.120(d)(2) 
and 2.120(f), including provisions governing the action which may 
be taken by a party served with discovery requests which it 
believes to be excessive in number, parallel those of § 2.120(d)(1), 
as proposed to be amended. It is believed that the proposed 
limitations on the number of interrogatories, document production 
requests, and requests for admission that may be served will 
reduce the number of motions to compel filed, since the parties 
presumably will use the more limited number of discovery 
requests for only relevant and appropriate inquiries, and not for 
purposes of harassment. A reduction in the number of motions to 
compel filed will serve to expedite proceedings. 

The first sentence of § 2.120(h), which provides that requests for 
admission shall be governed by Rule 36 of the Federal Rules of 
Civil Procedure, except that the Board does not have authority to 
award any expenses to any party, is proposed to be deleted. The 
sentence suggests that the only provision in Federal Rule 36 which 
does not apply in Board proceedings is that pertaining to the 
awarding of expenses. However, there are also other provisions in 
Rule 36 which do not apply in Board proceedings. For example, 
the provision of Rule 36(a), that without leave of court or written 
stipulation, requests for admission may not be served before the 
time specified in Rule 26(d) of the Federal Rules of Civil 
Procedure, is not applicable in Board proceedings. See “Effect of 
December 1, 1993 Amendments to the Federal Rules of Civil 
Procedure in Trademark Trial and Appeal Board Inter Partes 
Proceedings,” supra. Moreover, § 2.120(a), as proposed to be 
amended, specifies that wherever appropriate, the provisions of the 
Federal Rules of Civil Procedure relating to discovery shall apply 
in Opposition, cancellation, interference, and concurrent use reg- 
istration proceedings, except as otherwise provided in § 2.120. 
Further, §§ 2.120(g)(1) and 2.127(f), as proposed to be amended, 
provide that the Board will not hold any person in contempt or 
award any expenses to any party. Accordingly, the first sentence of 
§ 2.120(h) is proposed to be deleted because it is redundant and 
confusing. 

Section 2.120(h) is also proposed to be amended to provide that 
a motion to test the sufficiency of an answer or objection to a 
request for admission must be filed within 30 days after the close 
of the discovery period, as originally set or as reset. In addition, the 
section is proposed to be amended to specify that when a party 
files a motion to test the sufficiency of an answer or objection to a 
request for admission, the case will be suspended by the Board 
with respect to all matters not germane to the motion, and no party 
should file any paper which is not germane to the motion, except 
as otherwise specified in the Board’s suspension order. These 
proposed provisions correspond to similar provisions proposed to 
be added to § 2.120(e), which governs motions to compel 
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discovery. It is the intention of the Board, when setting trial dates 
in cases arising under these rules as proposed to be amended, to 
schedule an interval of 60 days between the closing date of the 
discovery period and the opening date of the first testimony period. 
The motion to compel and the motion to test the sufficiency of an 
answer or objection to a request for admission deal with pre-trial 
matters and should, therefore, be filed and determined prior to trial. 
The proposed provisions governing the time for filing these 
motions and the suspension of proceedings pending the determi- 
nation thereof, coupled with the Board’s intention to schedule an 
interval of 60 days between the close of the discovery period and 
the opening of the first testimony period, will provide for a more 
orderly administration of the proceeding and allow parties more 
certainty in scheduling testimony. Moreover, the proposed amend- 
ment to § 2 120(a) to set the discovery period for 180 days, and to 
require that discovery requests be served in sufficient time for 
responses to the requests to fall due prior to the close of the 
discovery period, will enable the propounding party to file a 
motion to compel or a motion to test the sufficiency of an answer 
or objection to a request for admission, if such a motion is deemed 
necessary, within 30 days after the close of the discovery period. 

Section 2.120(h) is proposed to be further amended to provide 
that the filing of a motion to determine the sufficiency of an answer 
or objection to a request for admission shall not toli the time for a 
party to respond to any outstanding discovery requests or to appear 
for any noticed deposition. The proposed provision corresponds to 
similar provisions proposed to be added to § 2.120(e), with respect 
to motions to compel, and to § 2.127(d), with respect to motions 
for summary judgment, and is explained in greater detail in our 
discussion of the proposed amendments to the latter rule. 

Finally, because of the length and complexity of § 2.120(h), as 
proposed to be amended, the present paragraph is proposed to be 
redesignated as (h)(2) and revised; the provisions governing the 
proposed limitation on the number of requests for admission which 
may be served by one party upon another are proposed to be 
included in a new paragraph designated (h)(1); and the proposed 
provisions relating to the suspension of proceedings when a 
motion to test the sufficiency of an answer or objection to a request 
for admission is filed are proposed to be included in a new 
paragraph designated (h)(3). 

Section 2.120(e) is proposed to be amended to provide that a 
motion to compel discovery must be filed within 30 days after the 
close of the discovery period, as originally set or as reset; that 
when a party files a motion to compel discovery, the case will be 
suspended by the Board with respect to all matters not germane to 
the motion and no party should file any paper which is not 
germane to the motion, except as otherwise specified in the 
Board’s suspension order; and that the filing of a motion to compel 
shall not toll the time for a party to respond to any outstanding 
discovery requests or to appear for any noticed discovery deposi- 
tion. These proposed provisions correspond to similar provisions 
proposed to be added to § 2.120(h). The latter proposed provision 
also corresponds to a similar provision proposed to be added to § 
2.127(d) and is explained in greater detail in our discussion of the 
proposed amendments to that rule. 


Proposed Amendments Relating to Testimony Periods 


It has come to the attention of the Board that trial is sometimes 
delayed because an adverse party feels compelled to stipulate to 
reschedule or extend testimony periods, knowing that to oppose 
such a request and await the Board’s decision on the contested 
motion will create a greater delay than if the party were to consent 
to the rescheduling or extension. In order to remedy this problem, 
the third sentences in §§ 2.121(a)(1) and 2.121(c) are proposed to 
be amended to provide that testimony periods may be rescheduled 
(§ 2.121(a)(1)), or extended (§ 2.121(c)), only by stipulation of the 
parties approved by the Board, or upon motion showing extraor- 
dinary circumstances granted by the Board, and that if such a 
motion is denied, the testimony periods will remain as set. At the 
same time, 2.121(c) is proposed to be amended to lengthen the 
testimony period for the plaintiff and defendant to present their 
cases in chief from 30 to 60 days, and to lengthen the period for the 
plaintiff to present evidence in rebuttal from 15 to 30 days. The 
enlargement of testimony periods should, in general, eliminate the 
number of extension requests filed by parties and expedite the 
disposition of proceedings. Moreover, the enlargement of the 
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testimony periods should lessen any inconvenience to the parties 
from the elimination of the “good cause” standard ror obtaining 
extensions of time. 

Those portions of §§ 2.121(a)(1) and 2.121(c) which refer to the 
rescheduling or extension of testimony periods “by order of the 
Board” are proposed to be deleted to clarify that a party may not 
simply make a motion that the Board order the resetting of 
testimony periods. That is, parties may move to reschedule or 
extend testimony periods only upon consent, or upon motion 
showing extraordinary circumstances. The Board still retains its 
authority to sua sponte reschedule or extend testimony periods. 

As indicated above, under the heading “Proposed Amendments 
Relating to Discovery,” the last sentence of § 2.121(a)(1), which 
now provides that the resetting of a party’s time to respond to an 
outstanding request for discovery will not result in the automatic 
rescheduling of the discovery and/or testimony periods, and that 
such dates will be rescheduled only upon stipulation of the parties 
approved by the Board, or upon motion granted by the Board, or 
by order of the Board, is proposed to be moved to the end of § 
2.120(a), as proposed to be amended. It is believed that § 2.120(a), 
as proposed to be amended, is the most logical place for this 
sentence. In addition, the latter part of the sentence is proposed to 
be revised to read “the discovery period will be rescheduled only 
upon stipulation of the parties approved by the Board, and 
testimony periods will be rescheduled only upon stipulation of the 
parties approved by the Board, or upon motion showing extraor- 
dinary circumstances granted by the Board.” The proposed revi- 
sion of the latter part of the sentence is consistent with the third 
sentence of § 2.121(a)(1), as proposed to be amended. 


Proposed Amendments Relating to Motion Practice 


Section 2.127(a) is proposed to be amended to clarify Board 
practice with respect to the filing of reply briefs and additional 
Papers in support of or in opposition to motions. The rule as now 
written makes no reference to such papers. As a result, parties 
often file reply briefs on motions, sur-reply briefs, responses to 
sur-reply briefs, and motions for leave to file, as well as motions 
to strike, such papers. It has been the Board’s experience that reply 
briefs may be helpful in deciding a motion, but that additional 
papers generally consist of reargument. Moreover, the filing of 
such additional papers often escalates as each party wishes to have 
the last word. The result is needless expense to the parties, 
additional work for the Board, and delays in rendering decisions. 
Accordingly, the rule is proposed to be amended to provide for the 
filing of a reply brief, if desired, within 15 days from the date of 
service of the brief in response to the motion; and to specify that 
the time for filing a reply brief will not be extended, and that 
additional papers in support of or in opposition to a motion will be 
given no consideration. The proposed time limit for the filing of a 
reply brief on a motion applies to all types of motions except 
motions for summary judgment. Section 2.127(e)(1), which gov- 
erns the time for filing a motion for summary judgment, is 
proposed to be amended, as indicated hereafter, to allow 30 days 
for this purpose in the case of a reply brief on a motion for 
summary judgment. 

Section 2.127(a) is also proposed to be amended to enlarge the 
time for responding to a motion from 15 to 30 days. The proposed 
time limit applies to all types of motions except motions for 
summary judgment. Section 2.127(e)(1) is proposed to be 
amended to allow 60 days for the filing of a brief in response to a 
motion for summary judgment. 

Concomitantly, § 2.127(a) is proposed to be amended to provide 
that extensions of time for filing a brief in opposition to a motion 
will be granted only upon stipulation of the parties approved by the 
Board, or upon motion showing extraordinary circumstances 
granted by the Board, and that, “if such a motion for an extension 
is denied, the time for responding to the motion remains as 
specified under this section.” A similar provision is proposed to be 
included in § 2.127(e)(1) regarding extensions of time for filing a 
brief in opposition to a motion for summary judgment. It is 
believed that 30 days (or 60 days in the case of a summary 
judgment motion) is a sufficient time to respond to a motion. 
Moreover, this enlargement of the response time, coupled with the 
requirement that extension requests be made with consent or show 
extraordinary circumstances, and the accompanying provision 
leaving the time for responding to a motion unchanged if a motion 
to extend is denied, will reduce the number of extension requests 
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filed, expedite the disposition of proceedings, and prevent parties 
from using the delays inherent in the filing and deciding of 
motions to enlarge their time to respond to motions. 

Section 2.127(a) is proposed to be further amended to impose a 
page limit for briefs and reply briefs on motions, namely, 25 pages 
for briefs in support of and in opposition to motions, and 10 pages 
for reply briefs, and to specify form requirements for such briefs. 
It is believed that the proposed page limitations are more than 
sufficient for parties to adequately argue motions in proceedings 
before the Board. 

Section 2.127(b) is proposed to be amended to change the 
specification of the time period for filing a request for reconsid- 
eration or modification of an order or decision on a motion from 
“thirty days” to “one month.” The proposed amendment conforms 
the time period with that specified in § 2.129(c), which governs 
requests for reconsideration or modification of a decision after 
final hearing. 

Certain modifications are proposed to be made to the rules 
governing summary judgment motions. It appears that in some 
cases, parties that have been served with discovery requests, and 
know that it is Board policy to suspend proceedings once a 
summary judgment motion has been filed, move for summary 
judgment in an effort to avoid having to make timely response to 
the discovery requests. Accordingly, the PTO proposes to amend § 
2.127(d), which concerns suspension of proceedings when a 
potentially dispositive motion has been filed, to specify that the 
filing of a summary judgment motion shall not toll the time for the 
moving party to respond to any outstanding discovery requests or 
to appear at a noticed discovery deposition, but that it shall toll the 
time for the nonmoving party to respond to outstanding discovery 
requests or to appear at a noticed deposition. The nonmoving 
party’s time to respond is proposed to be tolled because a party 
which files a motion for summary judgment is, by its motion, 
asserting that it needs no further evidence to demonstrate that it is 
entitled to judgment. The proposed amendment will eliminate the 
noted abuse of the summary judgment procedure. Moreover, it 
may also reduce the number of motions for discovery filed 
pursuant to Rule 56(f) of the Federal Rules of Civil Procedure 
because parties opposing motions for summary judgment will be 
able to receive responses to outstanding discovery requests prior to 
the time for responding to the summary judgment motion. 

The first sentence of § 2.127(d), which provides, in essence, that 
when any party files a potentially dispositive motion, the case will 
be suspended by the Board with respect to all matters not germane 
to the motion, and no party should file any paper which is not 
germane thereto, is proposed to be amended by adding to the end 
thereof the phrase “except as otherwise specified in the Board’s 
suspension order.” The proposed amendment clarifies the rule. 

Section 2.127(e)(1), which governs the time for filing a motion 
for summary judgment, is proposed to be amended to specify that 
a motion for summary judgment may not be filed until notification 
of the proceeding has been sent to the parties by the Board. This 
proposed amendment codifies current Board practice, as set forth 
in Nabisco Brands Inc. v. Keebler Co., 28 USPQ2d 1237 (TTAB 
1993). In Board opposition and cancellation proceedings, as under 
the Federal Rules, the proceeding commences with the filing of the 
complaint, i.e., the notice of opposition or the petition for 
cancellation. See §§ 2.101(a) and 2.111(a). However, in Board 
proceedings, formal service of the complaint upon the defendant is 
made by the Board, not by the plaintiff. Further, the Board does not 
serve the complaint upon the defendant until after the Board has 
first examined the complaint to determine whether it has been filed 
in proper form, with the required fee, and, then, if so, has (1) 
obtained the application or registration file which is the subject of 
the proceeding, (2) set up a proceeding file with an assigned 
proceeding number, and (3) entered information concerning the 
proceeding in the electronic records of the PTO. Thus, there is a 
time gap between the filing of a notice of opposition or petition for 
cancellation and the issuance of the Board’s action notifying the 
defendant of the filing of the proceeding, notifying both parties of 
the institution of the proceeding, and forwarding a copy of the 
complaint to defendant. Although a plaintiff may send a courtesy 
copy of the complaint to the defendant, the defendant does not 
know that the complaint has been filed in proper form, and that the 
proceeding has been instituted by the Board, unless and until it 
receives from the Board the notice of institution along with a copy 
of the complaint. Accordingly, the Board considers a motion for 
summary judgment filed prior to the issuance of the notice of 
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institution to be premature. Moreover, the filing of a motion for 
summary judgment prior to the Board’s formal institution of the 
proceeding may cause administrative difficulties for the Board, 
particularly where the Board has not yet assigned a proceeding 
number to the case. 

Section 2.127(e)(1) is proposed to be further amended to add 
new provisions governing the time for filing papers in response to 
a motion for summary judgment, as well as the time for filing a 
reply brief thereon. Specifically, the section is proposed to be 
amended to provide that a motion under Rule 56(f) of the Federal 
Rules of Civil Procedure (that is, a motion by the nonmoving party 
for discovery necessary to enable it to respond to the motion for 
summary judgment), if filed, shall be filed within 30 days from the 
date of service of the motion for summary judgment; that the time 
for filing a Rule 56(f) motion will not be extended; that if no Rule 
56(f) motion is filed, a brief in response to the motion for summary 
judgment shall be filed within 60 days from the date of service of 
the motion, unless the time is extended by stipulation of the parties 
approved by the Board, or upon motion showing extraordinary 
circumstances granted by the Board; that, if such a motion for an 
extension is denied, the time for responding to the motion for 
summary judgment will remain as specified in the section; that a 
reply brief, if filed, shall be filed within 30 days from the date of 
service of the brief in response to the motion; that the time for 
filing a reply brief will not be extended; and that no further papers 
in support of or in opposition to a motion for summary judgment 
will be considered by the Board. With two exceptions, these 
proposed provisions parallel certain of the provisions of § 
2.127(a), as proposed to be amended. The first exception is the 
provision relating to a Rule 56(f) motion. No parallel provision is 
proposed to be included in § 2.127(a) because a Rule 56(f) motion 
may be filed only in response to a motion for summary judgment, 
and § 2.127(a) contains provisions relating to the filing of motions 
in general. The second exception is the length of time proposed to 
be allowed for filing a brief in response to a motion for summary 
judgment, and for filing a reply brief. These proposed times are 60 
days and 30 days, respectively. In the case of other types of 
motions, the times proposed in § 2.127(a) are 30 days and 15 days. 
The additional time is proposed to be allowed in the case of 
summary judgment motions because the gathering of evidence to 
respond to such a motion, or to support a reply brief, is time- 
consuming, and because the summary judgment motion is poten- 
tially dispositive in nature. It is believed that 60 days is a sufficient 
time to respond to a motion for summary judgment, and that this 
enlargement of the response time, coupled with the requirement 
that extension requests be made with consent or show extraordi- 
nary circumstances, and the accompanying provision leaving the 
time for responding to the summary judgment motion unchanged 
if a motion to extend is denied, will reduce the number of 
extension requests filed, and expedite the disposition of proceed- 
ings. 


Corrections of Cross-References 


Sections 2.101(d)(1), 2.111(c)(1), 2.122(d)(1) and 3.41, as now 
written, all contain cross-references to subsections of § 2.6. 
Subsections of § 2.6 were renumbered by a notice of final 
rulemaking published in the Federal Register on December 24, 
1991, at 56 FR 66670 (amended at 57 FR 38196, August 21, 1992) 
and in the Official Gazette on December 24, 1991, at 1133 TMOG 
61 (amended at 1141 TMOG 40, August 18, 1992). Accordingly, 
these sections are proposed to be amended to correct the cross- 
references to subsections of § 2.6. 

Section 2.111(b) is proposed to be amended to correct cross- 
references to subsections of Section 14 of the Trademark Act, 15 
U.S.C. 1064. The subsections were renumbered by the Trademark 
Law Revision Act of 1988 (Title 1 of Pub. L. 100-667, 102 Stat. 
3935 (15 U.S.C. 1051)). 

Section 2.119(d), which governs the appointment of domestic 
representatives by foreign parties involved in inter partes proceed- 
ings before the Board, provides, in pertinent part, that the mere 
designation of a domestic representative does not authorize the 
person designated to prosecute the proceeding “unless qualified 
under § 10.14(a), or qualified under paragraph (b) or (c) of § 10.14 
and authorized under § 2.17(b).” The section is proposed to be 
amended to delete the reference to domestic representatives who 
are qualified under § 10.14(c). As indicated in § 2.119(d), a 
domestic representative must be a person “resident in the United 
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States.” Persons who are qualified under § 10.14(c) are not 
residents of the United States and therefore cannot be domestic 
representatives. 

Section 2.134(a) is proposed to be amended to correct the 
cross-reference to Section{[00a0}7(d) of the Act of 1946. That 
section of the Act was renumbered as “7(e)” by the Trademark 
Law Revision Act of 1988. 


Other Proposed Amendments 


Section 2.76(a) now provides, in pertinent part, that an appli- 
cation under § 1(b) of the Act (i.e., an intent-to-use application) 
may be amended to allege use of the mark in commerce under § 
l(c) of the Act at any time between the filing of the application and 
the date the examiner approves the mark for publication or the date 
of expiration of the six-month period after issuance of a final 
action; and that thereafter, an allegation of use may be submitted 
only as a statement of use after issuance of a notice of allowance. 
The section is proposed to be amended to eliminate the time limit 
for filing an amendment to allege use after issuance of a final 
action. 

The purpose of the time limit for filing an amendment to allege 
use after issuance of a final action was to avoid the submission of 
extraneous papers which would disrupt the appeal process. How- 
ever, the time limit had a detrimental effect not foreseen by the 
PTO. In many instances, where an intent-to-use application was on 
appeal from a final refusal on the ground of mere descriptiveness, 
for example, and no acceptable amendment to allege use had yet 
been filed, the owner of the application would seek, after the 
expiration of the six-month period following issuance of the final 
refusal, to overcome the refusal to register by amending its 
application to the Supplemental Register. However, an intent-to- 
use application cannot be amended to the Supplemental Register 
until an acceptable amendment to allege use or a statement of use 
has been filed. See 37 CFR § 2.75(b). Thus, although an amend- 
ment to the Supplemental Register might have obviated the refusal 
of registration, such an amendment could not be approved because 
the intent-to-use applicant was prohibited by the time limit of § 
2.76(a) from contemporaneously filing an amendment to allege 
use. 

In order to remedy the situation, the Assistant Commissioner for 
Trademarks, by notice published in the Official Gazette, waived 
the portion of § 2.76(a) which prohibited the filing of an amend- 
ment to allege use more than six months after issuance of a final 
refusal. See “Waiver of Trademark Rule 2.76(a),” 1156 TMOG 12 
(November 2, 1993). The proposed rule change merely incorpo- 
rates in the rule the more liberal practice set forth in the Official 
Gazette notice. 

Similarly, § 2.76(g), which concerns the correction of an 
amendment to allege use which does not meet the minimum 
requirements for such an amendment, and § 2.76(h), which 
concerns withdrawal of an amendment to allege use, are proposed 
to be amended to delete the “expiration of the six-month response 
period after issuance of a final action” time limit. 

Section 2.85(e) specifies the consequences for the payment of an 
insufficient fee, with respect to an application or registration 
having multiple classes, for certain types of filings, including a 
petition for cancellation. The section is proposed to be amended to 
delete the reference to an insufficient fee for a petition for 
cancellation, because this situation is covered, in greater detail, by 
§ 2.111(c)(1). Further, in view of this proposed amendment, § 
2.111(c)(1) is proposed to be amended to delete the cross-reference 
to § 2.85(e). 

Section 2.87(c), which now provides, in pertinent part, that a 
request to divide an application may be filed during an opposition, 
upon motion granted by the Board, is proposed to be amended to 
also specify that a request to divide may be filed during a 
concurrent use or an interference proceeding, upon motion granted 
by the Board. The proposed change corrects an oversight in the 
rule and codifies current Office practice. 

Section 2.102(d) now provides that a party filing a request for an 
extension of time to oppose must submit an original plus two 
copies. The section is proposed to be amended to eliminate the 
requirement for the filing of the “original” and two copies, and 
substitute a requirement that the request be submitted in triplicate. 
The Board has no need for an original, and the proposed change 
codifies current Office practice. 
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Section 2.117(a), as now written, provides that, when parties to 
a case pending before the Board are engaged in a civil action 
which may be dispositive of the case, proceedings before the 
Board may be suspended until termination of the civil action. The 
section is proposed to be amended to codify the Board’s current 
policy of suspending proceedings whenever either or both of the 
parties are involved in a civil action or Board proceeding which 
may have a bearing on the proceeding. 

Section 2.117(b) now provides that when there is pending, at the 
time when the question of suspension of proceedings is raised, a 
motion which is potentially dispositive of the case, the motion may 
be decided before the question of suspension is considered. The 
section is proposed to be amended to clarify that the Board may 
decide the potentially dispositive motion before the question of 
suspension is considered, regardless of the order in which they 
were raised. The proposed change codifies current Office practice. 

Section 2.120(g)(1), which governs the imposition of sanctions 
when a party fails to comply with an order of the Board relating to 
discovery, now includes the phrase “the Board does not have 
authority to hold any person in contempt or to award any expenses 
to any party.” The phrase is proposed to be amended to read “the 
Board will not hold any person in contempt or award any expenses 
to any party.” The Board has long taken the position that it does 
not have authority to award expenses or attorney fees. See 
MacMillan Bloedel Ltd. v. Arrow-M Corp., 203 USPQ 952, 954 
(TTAB 1979); Fisons Ltd. v. Capability Brown Ltd., 209 USPQ 
167, 171 (TTAB 1980); Anheuser-Busch, Inc. v. Major Mud & 
Chemical Co., 221 USPQ 1191, 1195 n. 9 (TTAB 1984); Luehr- 
mann v. Kwik Kopy Corp., 2 USPQ2d 1303, 1305 n.4 (TTAB 
1987); Fort Howard Paper Co. v. G.V. Gambina Inc., 4 USPQ2d 
1552, 1554 (TTAB 1987); Nabisco Brands Inc. v. Keebler Co., 28 
USPQ2d 1237, 1238 (TTAB 1993). Cf. Driscoll v. Cebalo, 5 
USPQ2d 1477, 1481 (Bd. Pat. Int. 1982), aff'd in part, rev'd in 
part, 731 F.2d 878, 221 USPQ 745 (Fed. Cir. 1984); Clevenger v. 
Martin, 1 USPQ2d 1793, 1797 (Bd. Pat. App. & Int. 1986). 
However, in 1995 the PTO, by final rule notice published in the 
Federal Register of March 17, 1995, at 60 FR 14488, and in the 
Official Gazette of April 11, 1995, at 1173 TMOG 36, amended 
Patent Rule 1.616, 37 CFR § 1.616, which concerns the imposition 
of sanctions in proceedings before the Board of Patent Appeals and 
Interferences (Patent Board), to provide for the imposition of a 
sanction in the form of compensatory expenses and/or compensa- 
tory attorney fees. 37 CFR §§ 1.616(a)(5) and 1.616(b). The notice 
of final rulemaking acknowledged the foregoing decisions but 
concluded, based on a detailed analysis of the Commissioner’s 
authority to issue regulations imposing sanctions, that the Com- 
missioner has the authority to promulgate a rule authorizing 
imposition of compensatory monetary sanctions. It is believed that 
the adoption of a rule authorizing the Board to impose a sanction 
in the form of compensatory expenses and/or compensatory 
attorney fees would result in an increase in the number of papers 
and motions filed in proceedings before the Board. In view thereof, 
and in order to harmonize § 2.120(g)(1) with § 1.616, § 
2.120(g)(1) is proposed to be amended to substitute a statement 
that the Board “will not” hold any person in contempt or award 
any expenses to any party, for the statement that the Board “does 
not have authority” to hold any person in contempt or award any 
expenses to any party. Section 2.127(f), which now states in 
pertinent part that the Board “does not have authority to hold any 
person in contempt, or to award attorneys’ fees or other expenses 
to any party,” is proposed to be amended in the same manner. 

Section 2.121(d), which now requires that a stipulation or 
consented motion for the rescheduling of testimony periods or of 
the closing date for discovery be submitted in one original and as 
many photocopies as there are parties, is proposed to be amended 
to eliminate the requirement that parties file the “original” as well 
as copies of stipulations and consented motions. Instead, the 
proposed rule requires that the stipulation or consented motion be 
submitted in a number of copies equal to the number of parties to 
the proceeding plus one copy for the Board. The Board has no 
need for an original, and the proposed change codifies current 
Office practice. 

Section 2.122(b)(1), which now provides, in pertinent part, that 
the file of each application or registration specified in “a declara- 
tion of interference” forms part of the record of the proceeding 
without any action by the parties, is proposed to be amended to 
clarify the rule by substituting the word “notice” for the word 
“declaration.” A declaration of an interference is issued by the 
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Commissioner upon the granting of a petition filed pursuant to § 
2.91. An interference proceeding declared by the Commissioner 
does not commence until the Examining Attorney has determined 
that all of the subject marks are registrable; all of the marks have 
been published in the Official Gazette for opposition; and the 
Board mails a “notice of interference” notifying the parties that the 
interference proceeding is thereby instituted. In the interim be- 
tween the Commissioner’s declaration of an interference and the 
institution of the proceeding by the Board, some of the applica- 
tions mentioned in the declaration of interference may become 
abandoned for one reason or another. When the Board institutes 
the proceeding, it is only the surviving applications which are 
specified in the notice of interference, and it is only those 
application files which form part of the record of the proceeding 
without any action by the parties. 

Section 2.123(b) now provides, in pertinent part, that by 
agreement of the parties, the testimony of any witness may be 
submitted in the form of an affidavit by that witness, and that the 
parties may stipulate what a particular witness would testify to if 
called, or may stipulate the facts in the case. The section is 
proposed to be amended to clarify that such agreement or 
stipulation must be in writing. 

Section 2.123(f) now provides, in pertinent part, that the officer 
certifying a testimony deposition shall, without delay, forward the 
evidence, notices, and paper exhibits to the Commissioner of 
Patents and Trademarks. This section is proposed to be amended to 
state that either the officer or the party taking the testimony 
deposition, or its attorney or other authorized representative, 
should forward this material to the Commissioner. The proposed 
amendment makes it clear that once the officer has certified the 
deposition, sealed the evidence in an envelope or package, and 
inscribed thereon a certificate giving the number and title of the 
case, the name of each witness, and the date of sealing, either the 
officer or the party taking the deposition, or its attorney or other 
authorized representative, may file the deposition. That is, if the 
officer sends the envelope or package to the party taking the 
deposition, or to its attorney or other authorized representative, the 
party, or its attorney or other authorized representative, need not 
return the envelope or package to the officer for filing with the 
PTO, but rather may send it directly to the PTO. Concomitant with 
this proposed amendment, the title of § 123(f), which now reads 
“Certification and filing by officer,” is proposed to be amended to 
read “Certification and filing of deposition.” 

Section 2.123(f) is proposed to be further amended to eliminate 
the present requirement that the material be forwarded to the 
Commissioner of Patents and Trademarks “without delay.” The 
proposed amendment conforms the section to current Board 
practice. While the Board prefers that testimony depositions be 
submitted promptly, and such depositions are normally filed with 
the Board at the same time that they are served on the adverse 
party or parties to the proceeding, it is Board practice to accept 
transcripts of testimony depositions at any time prior to the 
rendering of a final decision on the case. The proposed amendment 
does not affect the requirement of § 2.125(a) that one copy of the 
testimony transcript, together with copies of documentary exhibits 
and duplicates or photographs of physical exhibits, be served on 
each adverse party within thirty days after completion of the taking 
of that testimony. 

Similarly, § 2.125(c), which now provides that certified tran- 
scripts of testimony depositions, and exhibits thereto, are to be 
filed promptly with the Board, is proposed to be amended to delete 
the requirement for prompt filing with the Board. The proposed 
amendment conforms the section to current Board practice. 

Section 2.127(f) now provides, in part, that the Board “does not 
have authority” to hold any person in contempt, or to award 
attorneys’ fees or other expenses to any party. The rule is proposed 
to be amended to provide instead that the Board “will not” hold 
any person in contempt, or award attorneys’ fees or other expenses 
to any party. This proposed provision corresponds to a similar 
provision in § 2.120(g)(1), as proposed to be amended, and is 
explained in more detail in our discussion of § 2.120(g)(1) above, 
under this same heading. 

Section 2.146(e)(1), as now written, provides for the filing of a 
petition to the Commissioner from the denial of a request for an 
extension of time to file a notice of opposition. This section is 
proposed to be amended to provide also that an applicant may 
petition the Commissioner from a decision granting such a request. 
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The proposed amendment codifies current practice and clarifies the 
tule. 


Discussion of Specific Rules 


Section 2.76(a) now provides, in relevant part, that an amend- 
ment to allege use may be filed in an application under Section 
1(b) of the Act “at any time between the filing of the application 
and the date the examiner approves the mark for publication or the 
date of expiration of the six-month response period after issuance 
of a final action.” The section is proposed to be amended to delete 
the phrase “or the date of expiration of the six-month response 
period after issuance of a final action.” The proposed amendment 
reflects current practice, as stated in “Waiver of Trademark Rule 
2.76(a),” 1156 TMOG 12 (November 2, 1993). 

Section 2.76(g) provides, in relevant part, that if an amendment 
to allege use does not meet the minimum requirements specified in 
§ 2.76(e), the deficiency may be corrected provided the mark has 
not been approved for publication or the six-month response 
period after issuance of a final action has not expired; and that if 
an acceptable amendment to correct the deficiency is not filed prior 
to approval of the mark for publication or prior to expiration of the 
six-month response period after issuance of a final action, the 
amendment will not be examined. The section is proposed to be 
amended to delete the phrases “or the six-month response period 
after issuance of a final action has not expired” and “or prior to the 
expiration of the six-month response period after issuance of a 
final action.” The proposed amendment reflects current practice. 

Section 2.76(h), which provides that an amendment to allege 
use may be withdrawn for any reason prior to approval of a mark 
for publication or expiration of the six-month response period after 
issuance of a final action, is proposed to be amended to delete the 
phrase “or expiration of the six-month response period after 
issuance of a final action.” The proposed amendment reflects 
current practice. 

Section 2.85(e) pertains to the filing of certain specified papers, 
including a petition for cancellation, with a fee which is insuffi- 
cient because multiple classes in an application or registration are 
involved. The section is proposed to be amended to delete the 
references to a petition for cancellation, because the matter of an 
insufficient fee for a petition to cancel a registration having 
multiple classes is covered, in greater detail, in § 2.111(c)(1). 

Section 2.87(c), which specifies that a request to divide an 
application may be filed, inter alia, “during an opposition, upon 
motion granted by the Trademark Trial and Appeal Board,” is 
proposed to be amended to insert, after the words “during an 
opposition,” the additional words “or concurrent use or interfer- 
ence proceeding.” The proposed amendment codifies current 
practice and corrects an oversight in the rule. 

Section 2.101(d)(1), which now includes a cross-reference to “§ 
2.6(1),” is proposed to be amended to correct the cross-reference 
to “§ 2.6(a)(17).” 

Section 2.102(d), which now provides that every request to 
extend the time for filing a notice of opposition should be 
submitted “in triplicate (original plus two copies),” is proposed to 
be amended to delete the words “(original plus two copies).” The 
proposed amendment eliminates the requirement to file “original” 
extension of time requests. The Board has no need for the original. 

Section 2.111(b), which now includes a cross-reference to 
“section 14(c) or (e)” of the Act, is proposed to be amended to 
correct the cross-reference to “section 14(3) or (5). The subsec- 
tions of Section 14 of the Act were renumbered by the Trademark 
Law Revision Act of 1988. 

Section 2.111(c)(1), which now includes a cross-reference to 
“§§2.6(1) and 2.85(e),” is proposed to be amended to correct the 
first cross-reference to §2.6(a)(16) and to delete the cross-refer- 
ence to §2.85(e). 

Section 2.117(a) now provides that whenever it shall come to 
the attention of the Board “that parties to a pending case are 
engaged in a civil action which may be dispositive of the case, 
proceedings before the Board may be suspended until termination 
of the civil action.” The section is proposed to be amended to 
insert the words “a party or” before the word “parties,” insert the 
words “or a Board proceeding” after the first appearance of the 
words “civil action,” and substitute the words “have a bearing on” 
for the words “be dispositive of.” The proposed amendments 
clarify the rule and codify current practice. 


OFFICIAL GAZETTE 


Fesruary 20, 2001 


Section 2.117(b) now provides that “Whenever there is pending, 
at the time when the question of the suspension of proceedings is 
raised, a motion which is potentially dispositive of the case, the 
motion may be decided before the question of suspension is 
considered.” The section is proposed to be amended to read 
“Whenever there is pending before the Board both a motion to 
suspend and a motion which is potentially dispositive of the case, 
the potentially dispositive motion may be decided before the 
question of suspension is considered, regardless of the order in 
which the motions were filed.” The proposed amendment clarifies 
the rule and codifies current practice. 

Section 2.119 (d) provides, in pertinent part, that the mere 
designation of a domestic representative does not authorize the 
person designated to prosecute the proceeding unless qualified 
under § 10.14(a), or qualified under paragraphs (b) or (c) of § 
10.14(c) and authorized under § 2.17(b). The section is proposed 
to be amended to delete the reference to § 10.14(c). That section 
refers to nonresidents, who cannot be domestic representatives. 
The proposed amendment corrects an inadvertent error in the rule. 

Section 2.120(a) now provides that the provisions of the Federal 
Rules of Civil Procedure relating to discovery shall apply in 
opposition, cancellation, interference, and concurrent use registra- 
tion proceedings except as otherwise provided in § 2.120; that the 
Board will specify the closing date for the taking of discovery; and 
that the opening of discovery is governed by the Federal Rules of 
Civil Procedure. The section is proposed to be amended to (1) 
preface the first sentence with the qualifying words “Wherever 
appropriate, the’; (2) include a new sentence stating that the 
provisions of the Federal Rules of Civil Procedure relating to 
automatic disclosure scheduling conferences, conferences to dis- 
cuss settlement and to develop a discovery plan, and transmission 
to the court of a written report outlining the discovery plan, are not 
applicable to Board proceedings; (3) state that the Board will 
specify the opening (as well as the closing) date for the taking of 
discovery; (4) delete the provision that the opening of discovery is 
governed by the Federal Rules of Civil Procedure; (5) specify that 
the discovery period will be set for a period of 180 days; (6) 
provide that interrogatories, requests for production of documents 
and things, and requests for admission must be served in sufficient 
time that responses will fall due prior to the close of the discovery 
period, and that discovery depositions must be noticed and taken 
prior to the close of the discovery period; (7) specify that 
extensions of the discovery period will be granted only upon 
stipulation of the parties approved by the Board, and that the 
parties may stipulate to a shortening of the discovery period; (8) 
provide that responses to interrogatories, requests for production 
of documents and things, and requests for admission must be 
served within 40 days from the date of service of such discovery 
requests; (9) specify that the time to respond may be extended 
upon stipulation of the parties, or upon motion showing extraor- 
dinary circumstances approved by the Board; and (10) provide that 
the resetting of a party’s time to respond to an outstanding request 
for discovery will not result in the automatic rescheduling of the 
discovery and/or testimony periods, and that the discovery period 
will be rescheduled only upon stipulation of the parties approved 
by the Board, and testimony periods will be rescheduled only upon 
stipulation of the parties approved by the Board, or upon motion 
showing extraordinary circumstances granted by the Board. 

Section 2.120(d)(1) now provides, in pertinent part, that the total 
number of written interrogatories which a party may serve upon 
another party pursuant to Rule 33 of the Federal Rules of Civil 
Procedure, in a proceeding, shall not exceed 75, counting subparts, 
except that the Board, in its discretion, may allow additional 
interrogatories upon motion showing good cause, or upon stipu- 
lation of the parties; and that a motion for leave to file additional 
interrogatories must be filed and granted prior to the service of the 
proposed additional interrogatories, and must be accompanied by 
a copy of the interrogatories, if any, which have already been 
served by the moving party, and by a copy of the interrogatories 
proposed to be served. The section is proposed to be amended to 
lower the interrogatory number limit from 75, counting subparts, 
to 25, counting subparts, and to delete the references to a motion 
for leave to serve additional interrogatories. However, the provi- 
sion allowing additional interrogatories upon stipulation of the 
parties is proposed to be retained. 

Section 2.120(d)(2), which now includes only a provision 
concerning the place for production of documents and things, is 
proposed to be amended to limit the number of requests for 
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production of documents and things which a party may serve upon 
another party, in a proceeding, to 15, counting subparts. Specifi- 
cally, the section is proposed to be amended to include new 
sentences providing that the total number of requests for produc- 
tion of documents and things which a party may serve upon 
another party pursuant to Rule 34 of the Federal Rules of Civil 
Procedure, in a proceeding, shall not exceed 15, counting subparts, 
except upon stipulation of the parties; that if a party upon which 
requests for production of documents and things have been served 
believes that the number of requests served exceeds the limitation 
specified in the paragraph, and is not willing to waive this basis for 
objection, the party shall, within the time for (and instead of) 
serving answers and specific objections to the requests, serve a 
general objection on the ground of their excessive number; and 
that if the inquiring party, in turn, files a motion to compel 
discovery, the motion must be accompanied by a copy of the set(s) 
of requests which together are said to exceed the limitation, and 
must otherwise comply with the requirements of § 2.120(e). These 
proposed provisions parallel the provisions of § 2,120(d)(1), which 
limit the number of interrogatories which a party may serve upon 
another party in a proceeding. 

Section 2.120(e), which governs motions to compel discovery, 
is proposed to be amended by redesignating the present paragraph 
as (e)(1), and amending that paragraph to insert, after the first 
sentence, a new sentence specifying that a motion to compel must 
be filed within 30 days after the close of the discovery period, as 
originally set or as reset. In addition, § 2.120(e) is proposed to be 
amended to include a new paragraph, designated (e)(2), specifying 
that when a party files a motion for an order to compel discovery, 
the case wiil be suspended by the Board with respect to all matters 
not germane to the motion, and no party should file any paper 
which is not germane to the motion, except as otherwise specified 
in the Board’s suspension letter. The proposed new paragraph also 
provides that the filing of a motion to compel shall not toll the time 
for a party to respond to any outstanding discovery requests or to 
appear for any noticed discovery deposition. 

Section 2.120(g)(1), which now states, in pertinent part, that 
“the Board does not have authority to hold any person in contempt 
or to award any expenses to any party,” is proposed to be amended 
to state that “the Board will not hold any person in contempt or 
award any expenses to any party.” 

Section 2.120(h), which concerns requests for admission, is 
proposed to be amended to redesignate the present paragraph as 
(h)(2); delete the first sentence, which reads “Requests for admis- 
sions shall be governed by Rule 36 of the Federal Rules of Civil 
Procedure except that the Trademark Trial and Appeal Board does 
not have authority to award any expenses to any party.”; add to the 
beginning a new sentence reading “Any motion by a party to 
determine the sufficiency of an answer or objection to a request 
made by that party for an admission must be filed within 30 days 
after the close of the discovery period, as originally set or as 
reset.”; and revise the beginning of the second sentence, which 
now reads, “A motion by a party to determine the sufficiency of an 
answer or objection to a request made by that party for an 
admission shall...,” to read “The motion shall ....,” The section is 
proposed to be further amended to add a new paragraph, desig- 
nated (h)(1), limiting the number of requests for admission which 
a party may serve upon another party, in a proceeding, to 25, 
counting sub- parts. Specifically, the proposed new paragraph 
provides that the total number of requests for admission which a 
party may serve upon another party pursuant to Rule 36 of the 
Federal Rules of Civil Procedure, in a proceeding, shall not exceed 
25, counting subparts, except upon stipulation of the parties; that 
if a party upon which requests for admission have been served 
believes that the number of requests served exceeds the limitation 
specified in the paragraph, and is not willing to waive this basis for 
objection, the party shall, within the time for (and instead of) 
serving answers and specific objections to the requests, serve a 
general objection on the ground of their excessive number, and 
that if the inquiring party, in turn, files a motion to determine the 
sufficiency of the objection, the motion must be accompanied by a 
copy of the set(s) of requests for admission which together are said 
to exceed the limitation, and must otherwise comply with the 
requirements of paragraph (h)(2) of the section. The proposed 
provisions parallel the provisions of § 2.120(d)(1), which limit the 
number of interrogatories which a party may serve upon another 
party in a proceeding. Finally, § 2.120(h) is proposed to be 
amended to add another new paragraph, designated (h)(3), which 


U.S. PATENT AND TRADEMARK OFFICE 


1243 TMOG 857 
(270) 


provides for the sus- pension of proceedings when a motion to 
determine the sufficiency of an answer or objection to a request for 
admission is filed. Specifically, the proposed new paragraph 
provides that when a party files a motion to deter- mine the 
sufficiency of an answer or objection to a request made by that 
party for an admission, the case will be suspended by the Board 
with re- spect to all matters not germane to the motion, and no 
party should file any paper which is not germane to the motion, 
except as otherwise specified in the Board’s suspension order. The 
proposed new paragraph also provides that the filing of a motion 
to determine the sufficiency of an answer or objection to a request 
for admission shall not toll the time for a party to respond to any 
outstanding discovery requests or to appear for any noticed 
discovery deposition. The provisions of proposed new § 
2.120(h)(3) parallel the provisions of proposed new § 2.120(e) and 
§ 2.127(d), as proposed to be amended. 

Section 2.121(a)(1) is proposed to be amended by revising the 
third sentence, which now provides that testimony periods may be 
rescheduled “by stipulation of the parties approved by the Board, 
or upon motion granted by the Board, or by order of the Board,” 
to provide that testimony periods may be rescheduled “by stipu- 
lation of the parties approved by the Board, or upon motion 
showing extraordinary circumstances granted by the Board.” The 
sentence is proposed to be further amended to specify that “if such 
a motion is denied, the testimony periods will remain as set.” In 
addition, the last sentence of the section, which now reads “The re- 
setting of a party’s time to respond to an outstanding request for 
dis- covery will not result in the automatic rescheduling of the 
discovery and/or testimony periods; such dates will be rescheduled 
only upon stipula- tion of the parties approved by the Board, or 
upon motion granted by the Board, or by order of the Board,” is 
proposed to be deleted. The sentence is proposed to be added to § 
2.120(a), with the latter part of the sentence being modified to read 
“the discovery period will be rescheduled only upon stipulation of 
the parties approved by the Board, and testimony periods will be 
rescheduled only upon stipulation of the parties approved by the 
Board, or upon motion showing extraordinary circumstances 
granted by the Board.” The proposed modification is consistent 
with the third sentence of § 2.121(a)(1), as proposed to be 
amended. 

Section 2.121(c), which governs the length of the testimony 
periods, is proposed to be amended to enlarge the rebuttal 
testimony period from 15 to 30 days, and to enlarge all other 
testimony periods from 30 to 60 days. In addition, the last sentence 
of the section, which now provides that the periods may be 
extended “by stipulation of the parties approved by the Trademark 
Trial and Appeal Board, or upon motion granted by the Board, or 
by order of the Board,” is proposed to be amended to provide that 
the periods may be extended “by stipulation of the parties 
approved by the Trademark Trial and Appeal Board, or upon 
motion showing extraor- dinary circumstances granted by the 
Board.” The sentence is proposed to be further amended to specify 
that “if such a motion is denied, the testimony periods will remain 
as set.” The proposed amendments to this sentence parallel the 
proposed amendment to the third sentence of § 2.121(a)(1). 

Section 2.121(d) now provides, in pertinent part, that when 
parties stipulate to the rescheduling of testimony periods or to the 
rescheduling of the closing date for discovery and the rescheduling 
of testimony periods, a stipulation “submitted in one original plus 
as many photocopies as there are parties” will, if approved, be so 
stamped, signed, and dated, and the copies will be promptly 
returned to the parties. The section is proposed to be amended by 
revising the quoted section to read “submitted in a number of 
copies equal to the number of parties to the proceeding plus one 
copy for the Board.” 

Section 2.122(b)(1), which now provides, in pertinent part, that 
each application or registration file specified in a declaration of 
interference forms part of the record of the proceeding without any 
action by the parties, is proposed to be amended by substituting the 
word “notice” for the word “declaration.” 

Section 2.122(d)(1), which now includes a cross-reference to “§ 
2.6(n),” is proposed to be amended to correct the cross-reference 
to “§ 2.6(b)(4).” 

Section 2.123(b) now provides, in its second sentence, that by 
agreement of the parties, the testimony of any witness or witnesses 
of any party may be submitted in the form of an affidavit by such 
witness or witnesses. The sentence is proposed to be amended by 
inserting the word “written” between the words “by” and “agree- 
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ment.” The third sentence of the section now pro- vides that the 
parties may stipulate what a particular witness would testify to if 
called, or the facts in the case of any party may be stipula- ted. The 
sentence is proposed to be amended by inserting the words “in 
writing” after the word “stipulate” and after the word “stipulated.” 

Section 2.123(f) pertains to the certification and filing of a 
deposi- tion by the officer before whom the deposition was taken. 
The third sentence of the second paragraph of the section now 
reads, “Unless waived on the record by an agreement, he shall 
then, without delay, securely seal in an envelope all the evidence, 
notices, and paper exhibits, inscribe upon the envelope a certificate 
giving the number and title of the case, the name of each witness, 
and the date of sealing, address the package, and forward the same 
to the Commissioner of Patents and Trademarks.” The sen- tence 
is proposed to be amended to delete the words “without delay,” to 
put a period after the word “sealing,” and to convert the remainder 
of the present sentence into a new sentence which reads, “The 
officer or the party taking the deposition, or its attorney or other 
authorized representative, shall then address the package and 
forward the same to the Commissioner of Patents and Trade- 
marks.” The fourth sentence of the paragraph now reads, “If the 
weight or bulk of an exhibit shall exclude it from the envelope, it 
shall, unless waived on the record by agreement of all parties, be 
authen- ticated by the officer and transmitted in a separate package 
marked and addressed as provided in this section.” The sentence is 
proposed to be amended to insert, after the word “transmitted,” the 
phrase “by the officer or the party taking the deposition, or its 
attorney or other authorized representative.” Finally, in view of the 
proposed amendments to the third and fourth sentences, the title of 
the section, which now reads “Certification and filing by officer,” 
is proposed to be amended to read “Certification and filing of 
deposition.” 

Section 2.125(c), which now provides that one certified tran- 
script (of a testimony deposition) and exhibits shall be filed 
“promptly,” with the Board, is proposed to be amended to delete 
the word “promptly.” 

Section 2.127(a), which governs the filing of briefs on motions, 
is pro- posed to be amended to (1) enlarge the time for filing a brief 
in response to a motion from 15 days to 30 days, and preface the 
time provision with the phrase “Except as provided in paragraph 
(e)(1) of this section, a”; (2) delete, from the second sentence, a 
provision for extension of this time by “order of the Board on 
motion for good cause” and substitute a provision for an extension 
by “stipulation of the parties approved by the Board, or upon 
motion showing extraordinary circumstances granted by the 
Board,” with the added provision that, “if such a motion for an 
extension is denied, the time for responding to the motion remains 
as specified under this section”; (3) add a new provision to specify 
that a reply brief, if filed, shall be filed within 15 days from the 
date of service of the brief in response to the motion, and preface 
this new provision with the phrase “Except as pro- vided in 
paragraph (e)(1) of this section, a”; (4) specify that the time for 
filing a reply brief will not be extended, and that no further papers 
in support of or in opposition to a motion will be considered by the 
Board; (5) add form requirements for briefs, i.e., that they shall be 
submitted in typewritten or printed form, double spaced, in at least 
pica or eleven- point type, on letter-size paper; (6) add a page 
limitation for briefs, namely, 25 pages for a brief in support of or 
in response to a motion and 10 pages for a reply brief; and (7) 
specify that exhibits submitted in support of or in opposition to a 
motion shali not be deemed to be part of the brief for purposes of 
determining the length of the brief. 

Section 2.127(b), which now provides, in pertinent part, that any 
re- quest for reconsideration or modification of an order or 
decision issued on a motion must be filed within thirty days from 
the date thereof, is pro- posed to be amended to change the 
specification of the time period for re- questing reconsideration or 
modification from “thirty days” to “one month.” 

Section 2.127(d) provides, in its first sentence, that when any 
party files a motion which is potentially dispositive of a proceed- 
ing, the case will be suspended by the Board with respect to all 
matters not germane to the motion, and no party should file any 
paper which is not germane to the motion. The sentence is 
proposed to be amended to add to the end of the sentence the 
phrase “except as otherwise specified in the Board’s suspen- sion 
order.” The section is proposed to be further amended to add, 
immedi- ately after the first sentence, a new sentence providing 
that filing a summary judgmeat motion shall not toll the time for 
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the moving party to respond to any outstanding discovery requests 
or to appear at a noticed discovery deposition, but it shall toll the 
time for the nonmoving party to serve such responses or to appear 
for such deposition. 

Section 2.127(e)(1), which governs the time for filing a motion 
for sum- mary judgment, is proposed to be amended to add, at the 
beginning of the section, a provision that a motion for summary 
judgment may not be filed until notification of the proceeding has 
been sent to the parties by the Board. In addition, the section is 
proposed to be amended to add to the end thereof provisions 
specifying that (1) a motion under Rule 56(f) of the Federal Rules 
of Civil Procedure, if filed in response to a motion for summary 
judgment, shall be filed within 30 days from the date of service of 
the summary judgment motion; (2) the time for filing a motion 
under Rule 56(f) will not be extended; (3) if no motion under Rule 
56(f) is filed, a brief in response to the motion for summary 
judgment shall be filed within 60 days from the date of service of 
the motion unless the time is extended by stipulation of the parties 
approved by the Board, or upon motion showing extraordinary 
circumstances granted by the Board and that, if such a motion for 
an extension is denied, the time for responding to the motion for 
summary judgment remains as specified under this section; (4) a 
reply brief, if filed, shall be filed within 30 days from the date of 
service of the brief in response to the motion; (5) the time for filing 
a reply brief will not be extended; and (6) no further papers in 
support of or in opposi- tion to a motion for summary judgment 
will be considered by the Board. 

Section 2.127(f), which now states that “The Board does not 
have authority to hold any person in contempt, or to award 
attorneys’ fees or other expenses to any party,” is proposed to be 
amended to state instead that “The Board will not hold any person 
in contempt, or award attorneys’ fees or other expenses to any 
party.” 

Section 2.134(a), which now includes a cross-reference to 
“section 7(d)” of the Act of 1946, is proposed to be amended to 
correct the cross-reference to “section 7(e).” 

Section 2.146(e)(1), which now provides for filing a petition to 
the Commissioner from the denial of a request for an extension of 
time to file a notice of opposition, is proposed to be amended to 
provide also for filing a petition from the grant of such a request. 
Specifically, the first sentence of the section now provides that a 
petition from the denial of a request for an extension of time to file 
a notice of opposition shall be filed within fifteen days from the 
date of mailing of the denial of the request and shall be served on 
the attorney or other authorized representative of the applicant, if 
any, or on the applicant. The sentence is proposed to be revised to 
read, “A petition from the grant or denial of a request for an 
extension of time to file a notice of opposition shall be filed within 
fifteen days from the date of mailing of the grant or denial of the 
request. A petition from the grant of a request shall be served on 
the attorney or other authorized representative of the potential 
opposer, if any, or on the potential opposer. A petition from the 
denial of a request shall be served on the attorney or other 
authorized representative of the applicant, if any, or on the 
applicant.” In addition, the present third sentence of the section, 
which provides, in pertinent part, that the applicant may file a 
response within fifteen days from the date of service of the petition 
and shall serve a copy of the response on the petitioner, is proposed 
to be amended by revising the beginning of the sentence to read, 
“The potential opposer or the applicant, as the case may be, may 
file a response within fifteen days...” 

Section 3.41, which now includes a cross-reference to “§ 
2.6(q),” is proposed to be amended to correct the cross-reference 
to “§ 2.6(b)(6).” 


Environmental, Energy, and Other Considerations 


The proposed rule changes are in conformity with the require- 
ments of the Regulatory Flexibility Act (5 U.S.C. 601 et seq.), 
Executive Order 12612, and the Paperwork Reduction Act of 1995 
(PRA) (44 U.S.C. 3501 et seq.). The proposed changes have been 
determined to be not significant for purposes of Executive Order 
12866. 

The Assistant General Counsel for Legislation and Regulation 
of the Department of Commerce has certified to the Chief Counsel 
for Advocacy, Small Business Administration, that the proposed 
rule changes will not have a significant impact on a substantial 
number of small entities (Regulatory Flexibility Act, 5 U.S.C. 
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605(b)). The principal effect of this rule change is to improve 
practice and expedite proceedings in inter partes cases before the 
Board. 

The PTO has determined that the proposed rule changes have no 
Federalism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 

This rule involves the Petition to Cancel requirement which has 
not been previously approved by the OMB under the PRA. A 
request to collect this information has been submitted to OMB for 
review and approval. The reporting burden for this collection of 
information is estimated to be 20 minutes per response, including 
the time for reviewing instructions, searching existing data 
sources, gathering and maintaining the data needed, and complet- 
ing and reviewing the collection of information. Comments are 
invited on: (a) whether the collection of information is necessary 
for proper performance of the functions of the agency; (b) the 
accuracy of the agency’s estimate of the burden; (c) ways to 
enhance the quality, utility, and clarity of the information to be 
collected; and (d) ways to minimize the burden of the collection of 
information to respondents. This rule also involves information 
requirements associated with filing an Opposition to the Registra- 
tion of a Mark, Amendment to Allege Use, and dividing an 
application. These requirements have been previously approved by 
the OMB under control number 0651-0009. Send comments 
regarding the burden estimate or any other aspects of the infor- 
mation requirements, including suggestions for reducing the bur- 
den, to the Assistant Commissioner for Trademarks, Box TTAB- 
-No Fee, 2900 Crystal Drive, Arlington, VA 22202-3513, marked 
to the attention of Ellen J. Seeherman, and to the Office of 
Information and Regulatory Affairs, Office of Management and 
Budget, Washington, DC 20503 (Attention: PTO Desk Officer). 

Notwithstanding any other provision of law, no person is 
required to respond to, nor shall a person be subject to a penalty for 
failure to comply with, a collection of information, subject to the 
requirements of the PRA, unless that collection of information 
displays a currently valid Office of Management and Budget 
(OMB) control number 


List of Subjects 


37 CFR Part 2 
Administrative practice and procedure, Courts, Lawyers, Trade- 
marks. 


37 CFR Part 3 
Administrative practice and procedure, Patents, Trademarks 


For the reasons given in the preamble and pursuant to the 
authority contained in § 41 of the Trademark Act of July 5, 1946, 
as amended, the Patent and Trademark Office proposes to amend 
Part 2 and Part 3 of Title 37 of the Code of Federal Regulations by 
amending or revising §§ 2.76, 2.85, 2.87, 2.101, 2.102, 2.111, 
2.117, 2.119, 2.120, 2.121, 2.122, 2.123, 2.125, 2.127, 2.134, 
2.146 and 3.41, as set forth below. Additions are indicated by 
arrows and deletions by brackets. 


Part 2--Rules Of Practice In Trademark Cases 


1. The authority citation for Part 2 continues to read as follows: 

Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 

la. Section 2.76 is proposed to be amended by revising 
paragraphs (a), (g), and (h) to read as follows: 


§ 2.76 Amendment to allege use. 


(a) An application under section 1(b) of the Act may be 
amended to allege use of the mark in commerce under section I(c) 
of the Act at any time between the filing of the application and the 
date the examiner approves the mark for publication [or the date of 
expiration of the six-month response period after issuance of a 
final action]. Thereafter, an allegation of use may be submitted 
only as a statement of use under § 2.88 after the issuance of a 
notice of allowance under section 13(b)(2) of the Act. If an 
amendment to allege use is filed outside the time period specified 
in this paragraph, it will be returned to the applicant. 
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(g) If the amendment to allege use is filed within the permitted 
time period but does not meet the minimum requirements specified 
in paragraph (e) of this section, applicant will be notified of the 
deficiency. The deficiency may be corrected provided the mark has 
not been approved for publication [or the six-month response 
period after issuance of a final action has not expired]. If an 
acceptable amendment to correct the deficiency is not filed prior to 
approval of the mark for publication [or prior to the expiration of 
the six-month response period after issuance of a final action], the 
amendment will not be examined. 

(h) An amendment to allege use may be withdrawn for any 
reason prior to approval of a mark for publication [or expiration of 
the six-month response period after issuance of a final action]. 

2. Section 2.85 is proposed to be amended by revising paragraph 
(e) to read as follows: 


§ 2.85 Classification schedules. 
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(e) Where the amount of the fee received on filing an appeal in 
connection with an application or on an application for renewal [or 
in connection with a petition for cancellation] is sufficient for at 
least one class of goods or services but is less than the required 
amount because multiple classes in an application or registration 
are involved, the appeal or renewal application [or petition for 
cancellation] will not be refused on the ground that the amount of 
the fee was insufficient if the required additional amount of the fee 
is received in the Patent and Trademark Office within the time limit 
set forth in the notification of this defect by the Office, or if action 
is sought only for the number of classes equal to the number of 
fees submitted. 


3. Section 2.87 is proposed to be amended by revising paragraph 
(c) to read as follows: 


§ 2.87 Dividing an application. 
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(c) A request to divide an application may be filed at any time 
between the filing of the application and the date the Trademark 
Examining Attorney approves the mark for publication or the date 
of expiration of the six-month response period after issuance of a 
final action; or during an opposition >or concurrent use or 
interference proceeding<, upon motion granted by the Trademark 
Trial and Appeal Board. Additionally, a request to divide an 
application under section 1(b) of the Act may be filed with a 
statement of use under symbol 39 f § 2.88 or at any time between 
the filing of a statement of use and the date the Trademark 
Examining Attorney approves the mark for registration or the date 
of expiration of the six-month response period after issuance of a 
final action. 


4. Section 2.101 is proposed to be amended by revising 
paragraph (d)(1) to read as follows: 


§ 2.101 Filing an opposition. 


(d)(1) The opposition must be accompanied by the required fee 
for each class in the application for which registration is opposed 
(see § 2.6(a) (17)<[2.6(1)]. If no fee, or a fee insufficient to pay for 
one person to oppose the registration of a mark in at least one 
class, is submitted with- in thirty days after publication of the mark 
to be opposed or within an extension of time for filing an 
opposition, the opposition will not be refused if the required fee(s) 
is submitted to the Patent and Trademark Office within the time 
limit set in the notification of this defect by the Office. 
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5. Section 2.102 is proposed to be amended by revising 
paragraph (d) to read as follows: 


§ 2.102 Extension of time for filing an opposition. 


EEE 


(d) Every request to extend the time for filing a notice of 
opposition should be submitted in triplicate [(original plus two 
copies)]. 

6. Section 2.111 is proposed to be amended by revising 
paragraphs (b) and (c)(1) to read as follows: 


§ 2.111 Filing petition for cancellation. 
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(b) Any entity which believes that it is or will be damaged by a 
registration may file a petition, which should be addressed to the 
Trademark Trial and Appeal Board, to cancel the registration in 
whole or in part. The petition need not be verified, and may be 
signed by the petitioner or the petitioner's attorney or other 
authorized representative. The petition may be filed at any time in 
the case of registrations on the Supplemental Register or under the 
Act of 1920, or registrations under the Act of 1881 or the Act of 
1905 which have not been published under section 12(c) of the 
Act, or on any ground specified in section >14(3)<[(c)] or 
>(5)<[(e)] of the Act. In all other cases the petition and the 
required fee must e filed within five years from the date of 
registration of the mark under the Act or from the date of 
publication under section 12(c) of the Act. 

(c)(1) The petition must be accompanied by the required fee for 
each class in the registration for which cancellation is sought (see 
§[§] >2.6(a)( 16)<[2.6(1) and 2.84(e)]). If the fees submitted are 
insufficient for a cancellation against all of the classes in the 
registration, and the particular class or classes against which the 
cancellation is filed are not specified, the Office will issue a written 
notice allowing petitioner until a set time in which to submit the 
required fees(s) (provided that the five-year period, if applicable, 
has not expired) or to specify the class or classes sought to be 
cancelled. If the required fee(s) is not submitted, or the specifica- 
tion made, within the time set in the notice, the cancellation will be 
presumed to be against the class or classes in ascending order, 
beginning with the lowest numbered class, and including the 
number of classes in the registration for which the fees submitted 
are sufficient to pay the fee due for each class. 
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7. Section 2.117 is proposed to be amended by revising 
paragraphs (a) and (b) to read as follows: 


§ 2.117 Suspension of proceedings. 


(a) Whenever it shall come to the attention of the Trademark 
Trial and Appeal Board that >a party or< parties to a pending case 
are engaged in a civil action >cr a Board proceeding<which may 
>have a bearing on< [be dispositive of] the case, proceedings 
before the Board may be suspended until termination of the civil 
action. 

(b) Whenever there is pending >before the Board both a motion 
to suspend and< [, at the time when the question of the suspension 
of proceedings is raised,] a motion which is potentially dispositive 
of the case, the >potentially dispositive< motion may be decided 
before the question of suspension is considered >regardless of the 
order in which the motions were filed< 


8. Section 2.119 is proposed to be amended by revising 
paragraph (d) to read as follows: 


§ 2.119 Service and signing of papers. 
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(d) If a party to an inter partes proceeding is not domiciled in the 
United States and is not represented by an attorney or other 
authorized representative located in the United States, the party 
must designate by written document filed in the Patent and 
Trademark Office the name and address of a person resident in the 
United States on whom may be served notices or process in the 
proceeding. In such cases, official communications of the Patent 
and Trademark Office will be addressed to the domestic represen- 
tative unless the proceeding is being prosecuted by an attorney at 
law or other qualified person duly authorized under § 10.14(c) of 
this subchapter. The mere designation of a domestic representative 
does not authorize the person designated to prosecute the proceed- 
ing unless qualified under § 10.14(a), or qualified under [paragraph 
(b) or (c) of] § 10.14>(b)< and authorized under § 2.179(b). 
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9. Section 2.120 is proposed to be amended by redesignating 
current paragraphs (e) and (h) as (e)(1) and (h)(2), respectively; 
adding new paragraphs (e)(2), (h)(1), and (h)(3); and revising 
paragraphs (a), (d), and (g)(1) and redesignated paragraphs (e)(1) 
and (h)(2) to read as follows: 


§ 2.120 Discovery. 


(a) In general. >Wherever appropriate, the< [The] provisions of 
the Federal Rules of Civil Procedure relating to discovery shall 
apply in opposition, cancellation, interference and concurrent use 
registration proceedings except as otherwise provided in this 
section. >The provisions of the Federal Rules of Civil Procedure 
relating to automatic disclosure, scheduling conferences, confer- 
ences to discuss settlement and to develop a discovery plan, and 
transmission to the court of a written report outlining the discovery 
plan, are not applicable to Board proceedings. <The Trademark 
Trial and Appeal Board will specify the >opening and< closing 
date>s< for the taking of discovery. >The discovery period will be 
set for a period of 180 days. Interrogatories, requests for produc- 
tion of documents and things, and requests for admission must be 
served in sufficient time that responses will fall due prior to the 
close of the discovery period. Discovery depositions must be 
noticed and taken prior to the close of the ‘discovery period. 
Extensions of the discovery period will be granted only upon 
stipulation of the parties approved by the Board. The parties may 
stipulate to a shortening of the discovery period. Responses to 
interrogatories, requests for production of documents and things, 
and requests for admission must be served within 40 days from the 
date of service of such discovery requests. The time to respond 
may be extended upon stipulation of the parties, or upon motion 
showing extraordinary circumstances granted by the Board. The 
resetting of a party’s time to respond to an outstanding request for 
discovery will not result in the automatic rescheduling of the 
discovery and/or testimony periods; the discovery period will be 
rescheduled only upon stipulation of the parties approved by the 
Board, and testimony periods will be rescheduled only upon 
stipulation of the parties approved by the Board, or upon motion 
showing extraordinary circumstances granted by the Board.<[The 
opening of discovery is governed by the Federal Rules of Civil 
Procedure.]} 


(d) /nterrogatories; request for production. (1) The total number 
of written interrogatories which a party may serve upon another 
party pursuant to Rule 33 of the Federal Rules of Civil Procedure, 
in a proceeding, shall not exceed <25<|[seventy-five], counting 
subparts except [that the Trademark Trial and Appeal Board, in its 
discretion, may allow additional interrogatories upon motion 
therefor showing good cause, or] upon stipulation of the parties. [A 
motion for leave to serve additional interrogatories must be filed 
and granted prior to the service of the proposed additional 
interrogatories; and must be accompanied by a copy of the 
interrogatories, if any, which have already been served by the 
moving party, and by a copy of the interrogatories proposed to be 
served.} If a party upon which interrogatories have been served 
believes that the number of interrogatories served exceed>s< the 
limitation specified in this paragraph, and is not willing to waive 
this basis for objection, the party shall, within the time for (and 
instead of) serving answers and specific objections to the inter- 
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rogatories, serve a general objection on the ground of their 
excessive number. If the inquiring party, in turn, files a motion to 
compel discovery, the motion must be accompanied by a copy of 
the set(s) of interrogatories which together are said to exceed the 
limitation, and must otherwise comply with the requirements of 
paragraph (e) of this section. 

(2) The total number of requests for production of documents 
and things which a party may serve upon another party pursuant to 
Rule 34 of the Federal Rules of Civil Procedure, in a proceeding, 
shall not exceed 15, counting subparts, except upon stipulation of 
the parties. If a party upon which requests for production of 
documents and things have been served believes that the number 
of requests served exceeds the limitation specified in this para- 
graph, and is not willing to waive this basis for objection, the party 
shall, within the time for (and instead of) serving answers and 
specific objections to the requests, serve a general objection on the 
ground of their excessive number. If the inquiring party, in turn, 
files a motion to compeldiscovery, the motion must be accompa- 
nied by a copy of the set(s) of requests which together are said to 
exceed the limitation, and must otherwise comply with the 
requirements of paragraph (e) of this section. <The production of 
documents and things under the provisions of Rule 34 of the 
Federal Rules of Civil Procedure will be made at the place where 
the documents and things are usually kept. or where the parties 
agree, or where and in the manner which the Trademark Trial and 
Appeal Board, upon motion, orders. 

(e) Motion for an order to compel discovery. >(1)< If a party 
fails to designate a person pursuant to Rule 30(b)(6) or Rule 3i(a) 
of the Federal Rules of Civil Procedure, or if a party or such 
designated person, or an officer, director or managing agent of a 
party fails to attend a deposition or fails to answer any question 
propounded in a discovery deposition, or any interrogatory, or fails 
to produce and permit the inspection and copying of any document 
or thing, the party seeking discovery may file a motion before the 
Trade mark Trial and Appeal Board for an order to compel a 
designation, or attendance at a deposition, or an answer, or 
production and an opportunity to inspect and copy. >The motion 
must be filed within 30 days after the close of the discovery period, 
as originally set or as reset.< The motion shall include a copy of 
the request for designation or of the relevant portion of the 
discovery deposition; or a copy of the interrogatory with any 
answer or objection that was made; or a copy of the request for 
production, any proffer of production or objection to production in 
response to the request, and a list and brief description of the 
documents or things that were not produced for inspection and the 
documents or things that were not produced for inspection and 
copying. The motion must be supported by a written statement 
from the moving party that such party or the attorney therefor has 
made a good faith effort, by conference or correspondence, to 
resolve with the other party or the attorney therefor the issues 
presented in the motion and has been unable to reach agreement. 
If issues raised in the motion are subsequently resolved by 
agreement of the parties, the moving party should inform the 
Board in writing of the issues in the motion which no longer 
require adjudication. 

>(2) When a party files a motion for an order to compel 
discovery, the case will be suspended by the Trademark Trial and 
Appeal Board with respect to all matters not germane to the 
motion, and no party should file any paper which is not germane 
to the motion, except as otherwise specified in the Board's 
suspension order. The filing of a motion to compel shall not toll the 
time for a party to respond to any outstanding discovery requests 
or to appear for any noticed discovery deposition.< 


(g) Sanctions. (1) If a party fails to comply with an order of the 
Trademark Trial and Appeal Board relating to discovery, including 
a protective order, the Board may make any appropriate order, 
including any of the orders provided in Rule 37(b)(2) of the 
Federal Rules of Civil Procedure, except that the Board [does not 
have authority to] >will not< hold any person in contempt or [to] 
award any expenses to any party. The Board may impose against 
a party any of the sanctions provided by this subsection in the 
event that said party or any attorney, agent, or designated witness 
of that party fails to comply with a protective order made pursuant 
to Rule 26(c) of the Federal Rules of Civil Procedure. 
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(h) Request>s< for admission[s].>(1)< [Requests for admis- 
sions shall be governed by Rule 36 of the Federal Rules of Civil 
Procedure except that the Trademark Trial and Appeal Board does 
not have authority to award any expenses to any party.] >The total 
number of requests for admission which a party may serve upon 
another party, pursuant to Rule 36 of the Federal Rules of Civil 
Procedure, in a proceeding, shall not exceed 25, counting subparts, 
except upon stipulation of the parties. If a party upon which 
requests for admission have been served believes that the number 
of requests served exceeds the limitation specified in this para- 
graph, and is not willing to waive this basis for objection, the party 
shall, within the time for (and instead of) serving answers and 
specific objections to the requests, serve a general objection on the 
ground of their excessive number. If the inquiring party, in turn, 
files a motion to determine the sufficiency of the objection, the 
motion must be accompanied by a copy of the set(s) of requests for 
admission which together are said to exceed the limitation, and 
must otherwise comply with the requirements of paragraph (h)(2) 
of this section. 

(2) Any <[A] motion by a party to determine the sufficiency of 
an answer or objection to a request made by that party for an 
admission >must be filed within 30 days after the close of the 
discovery period, as originally set or as reset. The motion< shall 
include a copy of the request for admission and any exhibits 
thereto and of the answer or objection. The motion must be 
supported by a written statement from the moving party that such 
party or the attorney therefor has made a good faith effort, by 
conference or correspondence, to resolve with the other party or 
the attorney therefor the issues presented in the motion and has 
been unable to reach agreement. If issues raised in the motion are 
subsequently resolved by agreement of the parties, the moving 
party should inform the Board in writing of the issues in the 
motion which no longer require adjudication. 

>(3) When a party files a motion to determine the sufficiency of 
an answer or objection to a request made by that party for an 
admission, the case will be suspended by the Trademark Trial and 
Appeal Board with respect to all matters not germane to the 
motion, and no party should file any paper which is not germane 
to the motion, except as otherwise specified in the Board’s 
suspension order. The filing of a motion to determine the suffi- 
ciency of an answer or objection to a request for admission shall 
not toll the time for a party to respond to any outstanding 
discovery requests or to appear for any noticed discovery deposi- 
tion.< 


eX 


10. Section 2.121 is proposed to be amended by revising 
paragraphs (a)(1), (c) and (d) to read as follows: 


§ 2.121 Assignment of times for taking testimony. 


(a)(1) The Trademark Trial and Appeal Board will issue a trial 
order assigning to each party the time for taking testimony. No 
testimony shall be taken except during the times assigned, unless 
by stipulation of the parties approved by the Board, or, upon 
motion, by order of the Board. Testimony periods may be 
rescheduled by stipulation of the parties approved by the Board, or 
upon motion >showing extraordinary circumstances< granted by 
the board; >if such a motion is denied, the testimony periods will 
remain as set<[, or by order of the board]. The resetting of the 
closing date for discovery will result in the rescheduling of the 
testimony periods without action by any party. [The resetting of a 
party’s time to respond to an outstanding request for discovery will 
not result in the automatic rescheduling of the discovery and/or 
testimony periods; such dates will be rescheduled only upon 
stipulation of the parties approved by the Board, or upon motion 
granted by the Board, or by order of the Board.] 


(c) A testimony period which is solely for rebuttal will be set for 
>30< [fifteen] days. All other testimony periods will be set for 
>60< [thirty] days. The periods may be extended by stipulation of 
the parties approved by the Trademark Trial and Appeal Board, or 
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upon motion >showing extraordinary circumstances< granted by 
the board; >if such a motion is denied, the testimony periods will 
remain as set< [, or by order of the Board]. 

(d) When parties stipulate to the rescheduling of testimony 
periods or to the rescheduling of the closing date for discovery and 
the rescheduling of testimony periods, a stipulation presented in 
the form used in a trial order, signed by the parties, or a motion in 
said form signed by one party and including a statement that every 
other party has agreed thereto, and submitted >in a number of 
copies equal to the number of parties to the proceeding plus one 
copy for the Board< [in one original plus as many photocopies as 
there are parties], will, if approved, be so stamped, signed, and 
dated, and >a copy< [the copies] will be promptly returned to 
>each of< the parties. 

11. Section 2.122 is proposed to be amended by revising 
paragraphs (b)(1) and (d)(1) to read as follows: 


§2.122 Matters in evidence. 


KEKE 


(b) Application files. (1) The file of each application or regis- 
tration specified in a >notice< [declaration] of interference, of each 
application or registration specified in the notice of a concurrent 
use registration proceeding, of the application against which a 
notice of opposition is filed, or of each registration against which 
a petition or counterclaim for cancellation is filed forms part of the 
record of the proceeding without any action by the parties and 
reference may be made to the file for any relevant and competent 
purpose. 


EREKK 


(d) Registrations. (1) A registration of the opposer or petitioner 
pleaded in an opposition or petition to cancel will be received in 
evidence and made part of the record if the opposition or petition 
is accompanied by two copies of the registration prepared and 
issued by the Patent and Trademark Office showing both the 
current status of and current title to the registration. For the cost of 
a copy of a registration showing status and title, see 
>§2.6(b)(4)<[§ 2.6(n)]. 


KEEKE 


12. Section 2.123 is proposed to be amended by revising 
paragraphs (b) and (f) as follows: 


§ 2.123 Trial testimony in inter partes cases. 


HEKEE 


(b) Stipulations. If the parties so stipulate in writing, depositions 
may be taken before any person authorized to administer oaths, at 
any place, upon any notice, and in any manner, and when so taken 
may be used like other depositions. By >written< agreement of the 
parties, the testimony of any witness or witnesses of any party, 
may be submitted in the form of an affidavit by such witness or 
witnesses. The parties may stipulate >in writing< what a particular 
witness would testify to if called, or the facts in the case of any 
party may be stipulated >in writing<. 


EEEEK 


(f) Certification and filing >of deposition< [by officer] The 
officer shall annex to the deposition his certificate showing: 

(1) Due administration of the oath by the officer to the witness 
before the commencement of his deposition; 

(2) The name of the person by whom the deposition was taken 
down, and whether, if not taken down by the officer, it was taken 
down in his presence; 

(3) The presence or absence of the adverse party; 

(4) The place, day, and hour of commencing and taking the 
deposition; 

(5) The fact that the officer was not disqualified as specified in 
Rule 28 of the Federal Rules of Civil Procedure. 

If any of the foregoing requirements are waived, the certificate 
shall so state. The officer shall sign the certificate and affix thereto 
his seal of office, if he has such a seal. Unless waived on the record 
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by an agreement, he shall then [, without delay,] securely seal in an 
envelope all the evidence, notices, and paper exhibits, inscribe 
upon the envelope a certificate giving the number and title of the 
case, the name of each witness, and the date of sealing>. The 
officer or the party taking the deposition, or its attorney or other 
authorized representative, shall then< [,] address the package, and 
forward the same to the Commissioner of Patents and Trademarks. 
If the weight or bulk of an exhibit shall exclude it from the 
envelope, it shall, unless waived on the record by agreement of all 
parties, be authenticated by the officer and transmitted >by the 
officer or the party taking the deposition, or its attorney or other 
authorized representative< in a separate package marked and 
addressed as provided in this section. 


KKK 


13. Section 2.125 is proposed to be amended by revising 
paragraph (c) to read as follows: 


§ 2.125 Filing and service of testimony. 


REKAK 


(c) One certified transcript and exhibits shall be filed [promptly] 
with the Trademark Trial and Appeal Board. Notice of such filing 
shall be served on each adverse party and a copy of each notice 
shall be filed with the Board. 


KRKKE 


14. Section 2.127 is proposed to be amended by revising 
paragraphs (a), (b), (d), (e)(1) and (f) to read as follows: 


§ 2.127 Motions. 


(a) Every motion shall be made in writing, shall contain a full 
statement of the grounds, and shall embody or be accompanied by 
a brief. >Except as provided in paragraph (e)(1) of this section a< 
{A] brief in response to a motion shall be filed within >30< 
[fifteen] days from the date of service of the motion unless another 
time is specified by the Trademark Trial and Appeal Board or the 
time is extended by >stipulation of the parties approved by the 
Board, or upon motion showing extraordinary circumstances 
granted by the Board; if such a motion for an extension is denied, 
the time for responding to the motion remains as specified under 
this section< [order of the Board on motion for good cause]. 
>Except as provided in paragraph (e)(1) of this section, a reply 
brief, if filed, shall be filed within 15 days from the date of service 
of the brief in response to the motion. The time for filing a reply 
brief will not be extended. No further papers in support of or in 
opposition to a motion will be considered by the Board. Briefs 
shall be submitted in typewritten or printed form, double spaced, ; 
in at least pica or eleven-point type, on letter-size paper. The brief 
in support of the motion and the brief in response to the motion 
shall not exceed 25 pages in length; and a reply brief shall not 
exceed 10 pages in length. Exhibits submitted in support of or in 
opposition to the motion shall not be deemed to be part of the brief 
for purposes of determining the length of the brief.< When a party 
fails to file a brief response to a motion, the Board may treat the 
motion as conceded. An oral hearing will not be held on a motion 
except on order by the Board. 

(b) Any request for reconsideration or modification of an order 
or decision issued on a motion must be filed within >one month< 
{thirty days] from the date thereof. A brief in response must be 
filed within >15< [fifteen] days from the date of service of the 
request. 


KEKEK 


(d) When any party files a motion to dismiss, or a motion for 
judgment on the pleadings, or a motion for summary judgment, or 
any other motion which is potentially dispositive of a proceeding, 
the case will be suspended by the Trademark Trial and Appeal 
Board with respect to all matters not germane to the motion and no 
party should file any paper which is not germane to the motion 
>except as otherwise specified in the Board’s suspension order. 
The filing of a summary judgment motion shall not toll the time for 
the moving party to respond to any outstanding discovery requests 
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or to appear for any noticed discovery deposition, but it shall toll 
the time for the nonmoving party to serve such responses or to 
appear for such deposition<. If the case is not disposed of as a 
result of the motion, proceedings will be resumed pursuant to an 
order of the Board when the motion is decided. 

(e)(1) >A motion for summary judgment may not be filed until 
notification of the proceeding has been sent to the parties by the 
Trademark Trial and Appeal Board.< A motion for summary 
judgement>, if filed,< should be filed prior to the commencement 
of the first testimony period, as originally set or as reset, and the 
Board, in its discretion, may deny as untimely any motion for 
summary judgment filed thereafter. >A motion under Rule 56(f) of 
the Federal Rules of Civil Procedure, if filed in response to a 
motion for summary judgment, shall be filed within 30 days from 
the date of service of the summary judgment motion. The time for 
filing a motion under Rule 56(f) will not be extended. If no motion 
under Rule 56(f) is filed, a brief in response to the motion for 
summary judgment shall be filed within 60 days from the date of 
service of the motion unless the time is extended by stipulation of 
the parties approved by the Board, or upon motion showing 
extraordinary circumstances granted by the Board; if such a 
motion for an extension is denied, the time for responding to the 
motion for summary judgment remains as specified under this 
section. A reply brief, if filed, shall be filed within 30 days from the 
date of service of the brief in response to the motion. The time for 
filing a reply brief will not be extended. No further papers in 
support of or in opposition to a motion for summary judgment will 
be considered by the Board.< 


(f) The Board [does not have authority to] >will not< hold any 
person in contempt, or [to] award attorneys’ fees or other expenses 
to any party. 


15. Section 2.134 is proposed to be amended by revising 
paragraph (a) to read as follows: 


§ 2.134 Surrender or voluntary cancellation of registration. 


(a) After the commencement of a cancellation proceeding, if the 
respondent applies for cancellation of the involved registration 
under section >7(e)< [7(d)] of the Act of 1946 without the written 
consent of every adverse party to the proceeding, judgment shall 
be entered against the respondent. The written consent of an 
adverse party may be signed by the adverse party or by the adverse 
party's attorney or other authorized representative. 


16. Section 2.146 is proposed to be amended by revising 
paragraph (e)(1) to read as follows: 


§ 2.146 Petitions to the Commissioner. 


(e)(1) A petition from the >grant or< denial of a request for an 
extension of time to file a notice of opposition shall be filed within 
fifteen days from the date of mailing of the >grant or< denial of the 
request>. A petition from the grant of a request< [and] shall be 
served on the >attorney or other authorized representative of the 
potential opposer, if any, or on the potential opposer. A petition 
from the denial of a request shall be served on the< attorney or 
other authorized representative of the applicant, if any, or on the 
applicant. Proof of service of the petition shall be made as 
provided by § 2.119(a). The >potential opposer or< the applicant>, 
as the case may be,< may file a response within fifteen days from 
the date of service of the petition and shall serve a copy of the 
response on the petitioner, with proof of service as provided by § 
2.119(a). No further paper relating to the petition shall be filed. 
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Part 3--Assignment, Recording And Rights Of Assignee 
17. The authority citation for Part 3 continues to read as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6.17a.Section 3.41 is 
proposed to be revised to read as follows: 


§ 3.41 Recording fees. 


All requests to record documents must be accompanied by the 
appropriate fee. A fee is required for each application, patent and 
registration against which the document is recorded as identified in 
the cover sheet. The recording fee is set in § 1.21(h) of this chapter 
for patents and in >§ 2.6(b)(6)<[§ 2.6(q)] of this chapter for 
trademarks 


May 30, 1997 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 


[1216 OG 109} 





Pilot Project on Telephone Disposition of 
Interlocutory Matters in Inter Partes Cases Before 
the Trademark Trial and Appeal Board 


(271) 


The Trademark Trial and Appeal Board is inaugurating, with 
this notice, a pilot project in which a group of three of its staff 
attorneys will hear arguments on, and dispose of, pending inter- 
locutory motions and related matters by telephone. The pilot 
project will last six months or until the Board has collected enough 
data to decide whether the expanded use of the telephone is an 
effective means for managing TTAB cases. 


In 1997, the Patent and Trademark Office published a notice of 
proposed rulemaking. Many of the proposed rules were intended to 
stem perceived abuses of the existing rules, to promote more 
expeditious prosecution and defense of cases, and to help reduce 
the Board’s backlog of pending motions and cases ready for final 
decision. The PTO solicited written comments on the various 
proposals and held a public hearing to receive oral comments. A 
number of responses from attorneys and professional organizations 
suggested that the Board make increased use of the telephone to 
both hear arguments on interlocutory matters and dispose of 
pending motions. 


Trademark Rule 2.120(i) already provides for telephone confer- 
ences on motions, but that provision is part of the Board’s rule on 
discovery and, therefore, might be viewed as limiting telephone 
conferences to matters related to discovery. This notice discusses 
broader use of telephone conferences and standardizes practice. 


Though there will be no strict limits on the types of matters 
which can be handled through telephone conferences, participating 
Board attorneys will retain discretion to decide whether any 
particular matter can be heard or disposed of by telephone. A 
decision may even be made during a telephone conference to 
adjourn the conference and require submission of written briefs, if 
it appears during the conference that its continuation is not 
practicable. On the other hand, a conference arranged for consid- 
eration of a particular motion will not necessarily be limited to that 
motion and may be expanded to consider collateral matters which 
arise during the conference. 


Patent and Trademark Rule 1.2 (37 CFR § 1.2), which requires 
all business with the PTO be transacted in writing, and Trademark 
Rule 2.119(b) (37 CFR §2.119(b)), which specifies the acceptable 
methods for forwarding service copies of papers filed with the 
Board, are waived for cases within the pilot project. Participating 
Board attorneys, however, retain the option of requiring written 
submissions and service of copies of written submissions, as 
necessary. 


Participation in the pilot project is not elective for parties or 
their attorneys. [In the remainder of this notice, any reference to 
the “parties” to a Board case includes attorneys representing 





1243 TMOG 864 
(271) 


parties to a Board case.] Any opposition or cancellation proceeding 
that is on the docket of one of the participating Board attorneys 
will be included in the project, whether the case is already in 
existence when the pilot project begins or is instituted after the 
project begins. Participating Board attorneys will be Linda 
McLeod, Gerard Rogers, and Jyll Smith. 


To alert parties that a newly instituted case is covered by the 
project, the Board will include an appropriate notice with the 
notice of institution, i.e., the notice setting the defendant’s time to 
file an answer or other response to the plaintiff's complaint. The 
notice will also include the name and telephone number of the 
Board attorney responsible for the case. No special notice will be 
mailed to parties for covered cases already in existence when the 
pilot project begins. When, however, the Board must issue an order 
for any such case after the commencement of the project, the order 
may include a reference to commencement of the pilot project and 
how to obtain a copy of this announcement. 


When the Board consolidates pilot project and non-pilot project 
cases, the consolidation order will inform the parties whether the 
consolidated cases will be within the ambit of the project. 
Generally, if the parent case, i.e., the first-filed of the consolidated 
cases, was already within the pilot project, then the consolidated 
cases will all be within the pilot project. 


Included below are discussions of (1) illustrative, non-exclusive 
examples of interlocutory matters which are or are not suitable for 
telephone conferences; (2) how a telephone conference may be 
initiated (e.g., by the Board attorney or by a party); and (3) the 
mechanics of participation and issuance of rulings. 


The Board’s Chief Administrative Trademark Judge or Board 
attorneys participating in the pilot project periodically will seek 
comments on the merits of the project from bar groups or other 
organizations representing the interests of parties in Board cases, 
from the Public Advisory Committee for Trademark Affairs, and 
from parties in project cases. Comments received during the 
pendency of the project may result in interim changes to the 
provisions set forth below. 


I. SUITABILITY OF VARIOUS INTERLOCUTORY 
MATTERS FOR TELEPHONE CONFERENCING OR 
TELEPHONE DISPOSITION 


The Board will neither insist that certain types of motions 
always be decided by telephone conference nor automatically 
preclude particular matters from being considered by telephone; 
however, the Board will not decide by telephone conference any 
motion which, if granted, would be dispositive of the proceeding. 


Many motions, whether in the pleading phase, discovery phase 
or trial phase of a Board case, will be suitable for telephone 
conferencing. Examples include: 


* a dispute about whether a set of interrogatories is withinthe 
Board's limit; 


* most motions to extend or suspend; 


* a motion to compel attendance of a witness at a discovery- 
deposition; 


* a motion to quash a notice of deposition; and 


* a motion to compel which focuses narrowly on a smallnumber 
of specific interrogatories or document requests. 


In addition, parties might wish to consider requesting a confer- 
ence, or the Board may initiate a conference, for interlocutory 
matters which do not involve motions but where the parties might 
benefit from a better understanding of Board practice. For ex- 
ample: 
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* Parties sometimes wrongly assume that the party which serves 
discoveryfirst in a Board case is entitled to obtain responses first; 
thesedisputes regarding a supposed “right of priority” to obtain 
dis-covery would be particularly suited to resolution by telephone 
conference. 


* Where a significant number of specific discovery requests are 
indispute and the Board finds it impractical to decide a motion to 
compel or a motion for protective order by telephone conference, 
the parties still might find it helpful to participate in a conference 
focusing more generally on the areas of permissible discovery. 


* Misunderstandings as to Board practice sometimes threaten to 
derail adiscovery deposition. A telephone conference may be used 
to clarifyBoard practice when problematic issues arise during the 
taking of adiscovery or testimony deposition and threaten its 
progress orcompletion. 


Although many types of motions will be suitable for resolution 
by telephone conference, certain motions will not. A motion which 
is potentially dispositive, i.e., a motion which, if granted, would 
dispose of a Board proceeding, cannot be decided by a Board 
attorney. See 37 CFR §2.127(c). Consideration of such a motion by 
telephone conference would require participation of a panel of 
three Board judges, which is not contemplated by this pilot project. 
Accordingly, potentially dispositive motions will not be consid- 
ered in telephone conferences. Examples of potentially dispositive 
motions which will not be considered include the following: 


* a motion for entry of default judgment 

[however, a motion by a defendant to accept a late answer or 
toreopen the time for answering would be suitable for a tele- 
phoneconference]; 


*. a motion to dismiss under Federal Rule 12(b)(6); 


*. a motion for judgment on the pleadings under Federal Rule 
12(c); 


*. a motion for summary judgment 
[however, a motion to strike a motion for summary judgment 
asuntimely could be considered in a telephone conference]; and 


*. a motion for entry of judgment against a plaintiff for failure 
toprosecute, under Trademark Rule 2.132. 


Certain motions require review of large written records and, 
therefore, are not suitable for resolution by telephone conference. 
For example: 


*. A motion to compel involving a significant number of 
disputeddiscovery requests may require the Board attorney han- 
dling the case tosift through discovery requests, responses, and the 
parties’ argumentson the sufficiency of the responses. 

[However, a motion to compel always must include a showing 
that theparties have made a good faith attempt to resolve their 
discoverydispute prior to the filing of the motion, see 37 CFR 
§2.120(e), andthe Board may very well hold a telephone confer- 
ence on this thresholdissue.] 


IL. INITIATION AND PARTICIPATION 


Use of the telephone conference procedure is discretionary with 
the Board. The Board may schedule a conference (1) following the 
Board’s granting of a party’s request for a conference, or (2) 
following the Board’s approval of a stipulation of the parties to 
participate in a conference, or (3) upon the Board’s own initiative. 
Procedures for framing the issues for the conference and conven- 
ing the conference will vary, depending on how the telephone 
conference is initiated and, if initiated by a party for the purpose of 
deciding a motion, whether the party is a movant or non-movant. 


Contacting the Appropriate Board Attorney 


If a party wishes to request a telephone conference, or if the 
parties wish to stipulate to convening of a conference, the party or 
parties must contact the appropriate Board attorney by telephone 
or fax. If a request made by fax is not acknowledged by a Board 
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attorney, the party or parties will need to follow up with a 
telephone call to confirm receipt of the fax. Initial contact will be 
limited to a simple statement of the nature of the issues proposed 
to be decided by telephone conference, with no discussion of the 
merits of any issues. 


During initial telephone contact, the Board attorney will decide 
whether any party must file a motion or brief to frame the issues 
for the conference and will issue instructions for the filling and 
service of copies of such motions or briefs. If all parties to a case 
make a joint request, by telephone rather than fax, for a confer- 
ence, they should not expect to have the conference begin on initial 
contact. 


Denial of a request for a telephone conference is without 
prejudice to the merits of the motion or other matter sought to be 
heard by telephone. If a request is denied, the Board attorney will 
provide instructions to the party or parties regarding requirements 
for filing of necessary motions or briefs. 


Time for Requesting Conference 


A party that intends to file a motion may request a telephone 
conference before it files the motion. A party that has been served 
with a written motion may request a telephone conference to 
dispose of the motion, but that party must contact the Board 
attorney soon after it receives the service copy of the motion. A 
party will not be able to request a telephone conference at or near 
the end of its time for responding to a motion, so as to avoid or 
delay responding to the motion. 

A party that files and serves a written motion without first 
requesting a telephone conference should have no need to later 
request a conference on that motion, absent special circumstances. 
For example, if a party’s motion results in a cross-motion and the 
party that filed the initial motion then wishes to request a telephone 
conference, it may do so. 


Responsibility for Arranging Conference 


When the Board grants a party’s request for a telephone 
conference, the party has the responsibility for scheduling it for a 
time agreeable to all parties and the Board attorney. The party must 
arrange the conference call. 


When parties stipulate to a telephone conference, they should 
also decide which of them will arrange the conference, if the 
stipulation is approved. 


Initiation by the Board 


Upon review of a case file or a motion pending in a case file, the 
reviewing Board attorney may determine that a telephone confer- 
ence is appropriate. In such a case, the Board attorney will contact 
the parties to arrange an appropriate time for the conference. If the 
conference is being arranged to decide a pending motion, and the 
non-moving party has not yet filed a response, the Board will 
inform the non-moving party that it should be prepared to make an 
oral response to the motion during the telephone conference. Any 
other instructions regarding filing of briefs or serving of copies 
will be provided. The Board will arrange any conference call it 
initiates. 


Ill. CONDUCT OF CONFERENCE AND 
ISSUANCE OF RULINGS 


Participation 


When a written motion is filed and a telephone conference is 
scheduled, either on request of the non-movant or on the Board’s 
initiative, the subject motion may be denied with prejudice if the 
party that filed the motion fails to participate in the telephone 
conference. 


When the Board grants a moving party’s request for a telephone 
conference on a motion, failure of the non-movant to participate 
may result in the motion being treated as conceded. See 37 CFR 
§2.127(a). 
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The Board retains the discretion to reconsider the grant or denial 
of a motion that results from a party’s failure to participate. 


Conduct of Conference 


As a general rule, the telephone conference will be limited to the 
issues defined by the Board prior to, or at the commencement of, 
the conference. There may be instances in which the Board 
attorney determines, during a telephone conference, that the 
motion or matter in issue should be decided on a written record. In 
such cases, the Board attorney may halt the telephone conference 
and direct the filing of a motion, or response to a motion, or both. 

Parties must conduct themselves with appropriate decorum. 
Interruptions are to be avoided. The Board attorney conducting the 
conference generally will signal that a party may make an 
argument or presentation by inviting the party to do so or by 
inviting a response to an argument or presentation made by 
another. 

The Board will not record the contents of a telephone confer- 
ence, stenographically or by audio tape. Participating parties are 
not permitted to record the contents of a telephone conference. 


Issuance of Rulings 


The Board attorney may make rulings at the conclusion of a 
telephone conference or may take the parties’ arguments under 
advisement. In every instance, after the resolution of a motion or 
matter by telephone conference, the Board attorney will issue a 
written order containing all rulings. In most instances, the Board’s 
written order will consist of only a brief summary of the issues and 
the resulting decision; generally, the order will not include a 
recitation of the parties’ arguments. The decision will be for- 
warded to the parties by fax or mail. 


Neither the filing, under 37 CFR §2.127(b), of a request for 
reconsideration or modification of a decision on a motion or matter 
decided after a telephone conference, nor the filing, under 37 CFR 
§2.146(e)(2), of a petition to the Commissioner, will, in the usual 
case, result in a stay of proceedings. Any discovery, trial dates or 
other deadlines set by the Board will ordinarily remain as set, 
notwithstanding the request for reconsideration or petition. The 
Board may, however, reset dates, as appropriate, if a request for 
reconsideration is granted or if a petition to the Commissioner is 
granted. 

July 20, 1998 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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Department of Commerce 
Patent and Trademark Office 
37 CFR Part 2 
[Docket No. 960621181-6181-01] 
RIN 0651-AA89 


Elimination of Requirement for Proof of Service 
in Consented Requests for Extensions of Time 
to File a Notice of Opposition 


Agency: Patent and Trademark Office, Commerce. 
Action: Final Rule 


Summary: This rule deletes the requirement for proof of service 
when a request for an extension of time to oppose registration of 
a trademark is based upon a statement that applicant has consented 
to the request. This rule will simplify opposition proceedings by 
eliminating an unnecessary requirement. 


Effective Date: July 15, 1996. This rule will be applicable to all 
relevant correspondence filed with the Office on or after the 
effective date. 
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For Further Information Contact: David Sams by telephone at 
(703) 308-9330, by facsimile transmission at (703) 308-9333, or 
by mail marked to his attention and addressed to the Assistant 
Commissioner for Trademarks, Box TTAB, 2900 Crystal Drive, 
Arlington, Virginia 22202-3513. 


Supplementary Information: Section 2.102(c)(2), which provides 
for an extension of time for filing an opposition under 37 CFR Part 
2, is revised to delete the requirement that proof of service be 
included in consented extension requests. This change permits 
potential opposers to request an extension of time to oppose 
aggregating more than 120 days from the date of publication based 
on a written statement that the applicant or its authorized repre- 
sentative has consented to the request. The Office believes that the 
requirement for proof of service is unnecessary when the applicant 
has assertedly consented to the filing of the extension request. The 
Trademark Trial and Appeal Board sends a copy of the request 
together with the Board’s action thereon to the applicant, which 
may file a request for reconsideration of the Board’s action if 
necessary. 

The Patent and Trademark Office has determined that this 
revision is procedural and remedial in nature, and this revision is 
therefore being published as a final rule. 5 U.S.C. 553(b)(3)(A) & 
(B). This rule is not a significant rule for the purposes of Executive 
Order 12866. No notice of proposed rulemaking is required for this 
rule under 5 U.S.C. 553 or any other law, so a regulatory flexibility 
analysis is not required and has not been prepared. 5 U.S.C. 
603(a). 


List of Subjects in 37 CFR Part 2 


Administrative practice and procedure, Conflicts of interest, 
Courts, Inventions and patents, Lawyers. 


For the reasons set forth in the preamble, and pursuant to the 
authority contained in 15 U.S.C. 1123 and 35 U.S.C. 6, part 2 of 
title 37 of the Code of Federal Regulations is amended as set forth 
below: 

PART 2 - RULES OF PRACTICE IN TRADEMARK CASES 


1. The authority citation for 37 CFR Part 2 continues to read as 
follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 
2. Section 2.102(c)(2) is revised to read as follows: 
§ 2.102--Extension of time for filing an opposition. 
eRRRE 
(c) *** 
(2) a written request by the potential opposer or its authorized 


representative stating that the applicant or its authorized represen- 
tative has consented to the request, or 


HREEK 


July 2, 1996 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 
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Special Boxes And “Fee/No Fee” Indicators 
For Trademark-Related Mail And 
Guidelines For Filing Requests To 
Extend Time To Oppose With The 

Trademark Trial And Appeal Board (TTAB) 


On July 5, 1994, the Patent and Trademark Office opened a 
mailroom to receive mail related to trademark applications, regis- 
trations and matters before the Trademark Trial and Appeal Board 
at the following addresses: 
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Assistant Commissioner for Trademarks 
2900 Crystal Drive 
Arlington, Virginia 22202-3513 


To facilitate mail-handling in the new mailroom, the special box 
designations have been expanded so that incoming mail can be 
presorted more efficiently. In addition to these box designations, 
filers are encouraged to indicate whether the contents of an 
envelope contain a “FEE” or “NO FEE.” As shown below, the 
“FEE” and “NO FEE” indicators should be set forth on the line 
below the box designation for easy visibility. Envelopes will be 
batched based on the “FEE/NO FEE” indicator and box designa- 
tion and sent unopened to the appropriate employee in the 
Pre-exam area for processing. 

The “SPECIAL BOXES FOR MAIL” page in the Official 
Gazette will be changed. Please note that the "BOX 5” designation 
for ““No fee’ mail related to trademarks” has been discontinued. 
Furthermore, the box designation "Box Trademark Application” 
has been changed to “BOX NEW APP.” 

The following box designations and “FEE/NO FEE” indicators 
will now be available: 


BOX NEW 


for any new trademark application. 
ANY FEE 


{All applications require fees; therefore a 
“NO FEE” indicator should not be used. 


BOX ITU FEE for papers such as Statements of Use 
(SOU), and extensions requests therefor, 
to be filled with the Intent to Use 
(ITU)Unit. 

{All ITU papers require fees; therefore a 
“NO FEE” indicator should not be used. 


BOX TTAB 


for papers such as oppositions, cancellation 
FEE 


petitions andex parte appeals filed with the 
Trademark Trial and Appeal Board 
(TTAB). 


BOX TTAB 


for TTAB papers with no fee, such as 
NO FEE 


extension requests, interferences and 
motions. 


for written status inquiries. 

{Status inquiries do not require a fee; 
therefore a “FEE” indicator should not 
be used.] 


BOX STATUS 
NO FEE 


BOX POST 


for post registration documents such as 
REG FEE 


Section 8 affidavits and 
Section 9 renewals. 


BOX 
RESPONSES 
NO FEE 


for responses to Examining Attorneys’ 
Office actions; and for responses to 
Post Registration Examiners’ 
rejections. 


For best results, these box designations and “FEE/NO FEE” 
indicators should appear on the envelope as well as on the cover 
sheet or first page of any document. However, although not 
preferred procedure, filers may continue to include documents 
destined for more than one location in a single envelope, provided 
each document references the box designation and “FEE/NO FEE” 
indicator on the cover sheet or first page of the document; and 
provided each complete filing is stapled or secured in some 
fashion. The envelope should list all the box designations and 
“FEE/NO FEE” indicators for its contents. 

This notice does not apply to trademark-related documents 
intended for recordation with the Assignment Branch or for 
requests for certified and uncertified copies of trademark applica- 
tion and registration documents. These papers and patent-related 
mail should continue to be sent to: Commissioner of Patents and 
Trademarks, Washington, D.C. 20231. 





Fesruary 20, 2001 


Labeling First Requests for Extensions of Time to Oppose 


Although the Trademark Trial and Appeal Board reports to the 
Office of the Deputy Assistant Secretary of Commerce and Deputy 
Assistant Commissioner of Patents and Trademarks, it is located 
and receives its mail at the Arlington address of the Assistant 
Commissioner for Trademarks. As noted above, requests for 
extensions of time to oppose should be sent to BOX TTAB, 
including the “NO FEE” indicator. 

Because first requests for extensions of time to oppose are 
critically time-sensitive documents, filers are encouraged to indi- 
cate on the cover sheet or first page of the extension request that 
the paper is a first request. The suggested title for these documents 
is: First Request for Extension of Time to File a Notice of 
Oppositions. 
October 25, 1994 PHILIP G. HAMPTON, Il 

Assistant Commissioner 

for Trademarks 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 


Effect of December 1, 1993 Amendments 
to the Federal Rules of Civil Procedures on 
Trademark Trial and Appeal Board 
Inter Partes Proceedings 


Trademark Rule 2.116(a) provides that, except as otherwise 
provided, and wherever applicable and appropriate, procedure and 
practice in Trademark Trial and Appeal Board (Board) inter partes 
proceedings shall be governed by the Federal Rules of Civil 
Procedures. Trademark Rule 2.120(a) provides, in part, that the 
provisions of the Federal Rules of Civil Procedure relating to 
discovery shall apply in opposition, cancellation, interference, and 
concurrent use registration proceedings except as otherwise pro- 
vided in Trademark Rule 2.120; and that the opening of discovery 
is governed by the Federal Rules of Civil Procedure. Thus, where 
the Board has its own rule concerning a particular matter of 
practice or procedure, that rule governs; if there is no Board rule 
concerning the matter, the Federal Rules of Civil Procedure apply, 
where applicable and appropriate. 

On December 1, 1993, certain of the rules in the Federal Rules 
of Civil Procedures were amended, and one new rule was added. 
Specifically, Rules 1, 4,5, 11, 12, 15, 16, 26, 28, 29, 30, 31, 32, 33, 
34, 36, 37, 38, 50, 52, 53, 54, 58, 71A, 72, 73, 74, 75, and 76 were 
amended, and new Rule 4.1 was added. Included in the amend- 
ments are changes in the discovery rules to require that the parties 
to a civil action: (1) make a series of automatic disclosures, during 
the pretrial stages of the proceedings, of certain evidence; (2) file 
the disclosures with the court; (3) meet, early in the proceeding, to 
discuss, inter alia, the automatic disclosure and to develop a pian 
for discovery; and, (4) transmit to the court a written report 
outlining the discovery plan. The timing of some of these matters 
is tied to the timing of a scheduling conference to be held, or a 
scheduling order to be issued, by the court. The timing and 
sequence of other of the matters depends upon the direction of the 
court. Further, parties are prohibited from seeking any of the 
traditional forms of discovery until after they have met and 
developed their discovery plan. 

The Patent and Trademark Office (Office) believes that the 
application of the cited provisions in inter partes proceedings 
before the Board would increase the complexity and cost of the 
proceeedings and would be unduly burdensome both to the Board 
and the parties. For these reasons, the Office is now of the opinion 
that these provisions would have a detrimental effect on, and are 
not appropriate for, Board proceedings. Moreover, the Office's 
Public Advisory Committee for Trademark Affairs has recom- 
mended that incorporation of the amendments in Board practice be 
deferred until the Office can evaluate the effects of the amend- 
ments on civil actions. On the other hand, some of the provisions 
added by the amendments are not objectionable, and others so 
clearly do not apply in, and/or are not appropriate for, Board 
proceedings that they need not be mentioned. 
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Accordingly, application of Rule 2.120(a) is hereby waived, in 
pertinent part, to the extent that the following provisions of the 
Federal Rules of Civil Procedure, as amended, which otherwise 
arguably would apply in Board proceedings, and which would, in 
the opinion of the Office, have a detrimental effect on those 
proceedings, shall not be applied therein unless and until further 
notice is given: 


1. Rule 16(b) [requirement that court issue a scheduling order, 
after consulting with parties by scheduling conference, telephone, 
mail, or other suitable means] 


2. Rules 26(a)(1)-26(a)(4) [requirements for series of automatic 
disclosures of evidence] 


3. Rule 26(b)(4) [requirements for taking discovery from a person 
identified, in automatic disclosure, as an expert whose opinions 
may be presented at trial] 


4. Rule 26(d), first sentence [prohibition against the taking of 
discovery before the parties have met to discuss, inter alia, the 
automatic disclosures and to develop a plan for discovery] 


5. Rule 26(e)(1) [requirement for supplementation of automatic 
disclosures] 


6. Rule 26(f) [requirement that the parties meet, early in the 
proceeding, to discuss, inter alia, the automatic disclosure and to 
develop a plan for discovery] 


7. Rule 26(g)(1) [signature requirements for automatic disclo- 
sures] 


8. Rule 30(a)(2)(C) [requirement that a party obtain leave of court 
or written stipulation to take a deposition prior to the Rule 26(f) 
meeting of the parties] 


9. Rule 33(a), last sentence [requirement that a party obtain leave 
of court or written stipulation to serve interrogatories prior to the 
Rule 26(f) meeting of the parties] 


10. Rule 34(b), last sentence of first paragraph [requirement that a 
party obtain leave of court or written stipulation to serve request 
for production of documents and things prior to the Rule 26(f) 
meeting of the parties] 


11. Rule 36(a), last sentence of first paragraph [requirement that a 
party obtain leave of court or written stipulation to serve request 
for admission prior to the Rule 26(f) meeting of the parties] 


12. Rule 37(a)(2)(A) [provision of motion to compel disclosure 
and for sanctions for failure to make automatic disclosure] 


13. Rule 37(c)(1) (description of sanctions which may be imposed 
for failure to make, or supplement, automatic disclosure] 


14. Rule 37(g) [provision of sanctions for failure to participate in 
good faith in the framing of a discovery plan] 


Discovery in Board inter partes proceedings will continue to 
open as it did prior to December 1, 1993 amendments to the 
Federal Rules of Civil Procedure, that is, as provided in those rules 
as they existed on November 30, 1993. Thus, interrogatories, 
requests for production of documents and things, and requests for 
admission may be served upon the plaintiff after the proceeding 
commences (i.e., after the notice of opposition or petition for 
cancellation is filed, and after the mailing by the Board of the 
notice of institution in an interference or concurrent use proceed- 
ing), and upon the defendant with or after service of the complaint 
by the Board. Discovery depositions generally may be taken by 
any party after commencement of the proceeding. Board’s permis- 
sion to take a discovery deposition must be obtained in certain 
situations, including a situation in which the plaintiff seeks to take 
a deposition prior to the expiration of 30 days after service of the 
complaint by the Board upon any defendant, except where a 
defendant has served a notice of taking deposition or otherwise 
sought discovery or where the notice of deposition: (1) states that 
the proposed deponent is about to go out of the United States and 
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will be unavailable for examination unless the person’s deposition 
is taken before expiration of the 30-day period, and, (2) sets forth 
facts to support the statement. 

Similarly, the practice embodied in Rules 33(a), 34(b), and 36(a) 
of the Federal Rules of Civil Procedure, as they read on November 
30, 1993, that a defendant may serve responses to interrogatories, 
requests for production of documents and things, and requests for 
admission either within 30 days after service of a discovery 
request [35 days if service of the request for discovery is made by 
first-class mail, “Express Mail,” or overnight courier--Trademark 
Rule 2.119(c)], or within 45 days after service of the complaint 
upon it by the Board, whichever is later, will continue to be 
followed in Board proceedings. 

The Patent and Trademark Office will, in due course, publish a 
notice of proposed rule making to amend, as may be necessary, the 
trademark rules governing practice and procedure in inter partes 
proceedings before the Board. 
Jan. 15, 1994 ROBERT M. ANDERSON 
Acting Assistant Commissioner 

for Trademarks 
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Patent and Trademark Office 
Trademark Trial and Appeal Board 


New Title for Members of 
Trademark Trial and Appeal Board 


The Chairman and Members of the Trademark Trial and Appeal 
Board have been authorized to use the respective titles Chief 
Administrative Trademark Judge and Administrative Trademark 
Judge for signing all correspondence and decisions, and for other 
business-related activities 

The respective titles of Chairman and Member will continue to 
be the official titles for personnel, budget and fiscal purposes. 


Oct. 15, 1993 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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(276) Interlocutory Decisions by the 


Trademark Trial and Appeal Board 


Only final decisions of the Trademark Trial and Appeal Board 
are subject to judicial review. Some confusion may exist in inter 
partes trademark proceedings as to whether certain decisions of 
the Board are “final” fort purpose of judicial review. 

An example where confusion may arise is a case in which (1) an 
opposition is filed, (2) applicant counterclaims for cancellation of 
a registration relied upon by an opposer, and (3) the Board renders 
a dicision (generally on summary judgment) on the opposition, but 
sets the counterclaim for trial. Under these circumstances, there is 
no final order of the Board, because a decision has not been 
entered on the counterclaim. 

The party losing the opposition may feel compelled to seek 
judicial review within two months of the Board’s decision to 
“prserve” its rights. But such an appeal appears to be premature 
under Copeland's Enterprises, Inc. v. CNV, Inc. 887 F.2d 1065, 12 
USPQ2d 1563 (fed. Cir. 1989) (in banc). Copeland's is not the 
only appeal which has been dismissed because it was taken from 
an interlocutory decision of the Board. See Cortex Corporation vy. 
W.L. Gore & Associates, Inc., No. 91-1016 (Fed. Cir. January 14, 
1991 (unpublished), and Kellogg Co. v. Pack’em Enterprises, Inc., 
No. 90-1336 (Fed. Cir. Sept. 27, 1990) (unpublished). 

In an effort to (1) minimize disruption in proceeding pending 
before the Board, (2) eliminate unnecessary appeals and filing of 
civil actions, only to have the appeal or civil action dismissed as 
premature, and (3) provide some certainty to parties and their 
attorneys as to when an appeal is timely, the Board will, when 
resolving a merits issue prior to final judgement, generally indicate 
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that it has entered an “interlocutory” order in the proceeding and 
further set the time for seeking judicial review of the “interlocu- 
tory” order to expire two months from the date a final order is 
entered in the proceeding. 
Jan. 22, 1991 HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 

of Patents and Trademarks 
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Weekly Summaries of 
Trademark Trial 
and Appeal Board Final Decisions 


The Patent and Trademark Office will begin publishing, in each 
issue of the Trademark Official Gazette, a weekly summary of final 
decisions issued by the Trademark Trial and Appeal Board. 
Publication of the summary is being undertaken on a discretionary 
basis, as a courtesy to interested members of the public. 

Mar. 21, 1988 JEFFREY M. SAMUELS 

Assistant Commissioner 

for Trademarks 
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(278) Printing of Use in Another Form Claims 
Effective immediately, all claims of prior use of the subject 
mark in another form contained in applications for Trademark 
registrations will be printed in the Official Gazette and on the 
registration certificates according to the following formats: 
First used in another form on 
First used in commerce in another form on 
July 15, 1986 MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks 
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(279) — Inadvertently Issued Registration Numbers 

Effective Jan. 3, 1984, a new sub-section identified as “Inad- 
vertently Issued Registration Numbers” will exist as the last 
category of cancellations listed under the “Trademark Registra- 
tions Canceled” section of the Official Gazette. 

This new sub-section will provide public notice of the cancel- 
lation of registration numbers which have been inadvertently 
issued by the Patent and Trademark Office. 

Nov. 15, 1983 MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks 
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(280) Single Copies of the Trademark 


Official Gazette 


Members of the public ordering single copies of the Trademark 
Official Gazette from the Superintendent of Documents are re- 
minded they must specify the date of the issue being ordered. 

The date of the issue in which a mark will be published for 
opposition is shown on The Notice of Publication form mailed to 
applicants approximately two weeks before the publication date. 
This date must be included on each single copy order. 
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Orders received without an issue date may be filled from current 
weekly stock. The Superintendent of Documents cannot check on 
whether a particular mark is published in the issue then in stock. 
If the stock is exhausted at the time the order is received, the order 
will be returned unfilled. 
Mar. 3, 1981 MARGARET M. LAURENCE 

Assistant Commissioner 
for Trademarks 
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(281) Change in Official Gazette Entry to Show 
Cancellation of Fewer Than All Classes in a 
Multiple Class Registration 


Effective with the Official Gazette issue of December 16, 1980, 
there will be a change in the Official Gazette listing entitled 
“Trademark Registrations Cancelled.” Beginning with that issue, 
“Trademark Registrations Cancelled” will list: 


(1) single class registrations cancelled; 

(2) multiple class registrations cancelled in all classes; 

(3) multiple class registrations cancelled in fewer than all 
classes. 


For every entry in the listing, the specific classes cancelled will 
be included in parentheses, next to the registration number and 
mark. 

For a single class registration and for a multiple class registra- 
tion in which every class has been cancelled, the class number(s) 
shown in parentheses will represent every class to which the 
registration applied. 

For a multiple class registration in which fewer than all classes 
have been cancelled, the Official Gazette entry will include the 
word “only” following the notation of classes in parentheses, for 


example: (Int. Cls. 12 and 20, only). In this example, the addition 
of the word “only” would indicate that there are classes in the 
registration in addition to Classes 12 and 20, but only Classes 12 
and 20 have been cancelled. 


Oct. 29, 1980. MARGARET M. LAURENCE 


Assistant Commissioner 
for Trademarks 
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(282) Changes in Format for Publishing 


Trademarks for Opposition 


Because of the adoption of the International classification of 
goods and services by the United States as of September 1, 1973 
(see Official Gazette of June 26, 1973, 911 O.G. TM 210), it is 
necessary to change the arrangement in the Official Gazette of the 
marks published for opposition. 

Beginning with the issue of May 7, 1974, the section of the 
Official Gazette entitled “Marks Published for Opposition” will be 
divided into four sections instead of the present two sections. (For 
the preceding change from one to two sections, see Official Gazette 
of October 13, 1964, 807 O.G. TM 51.) Sections 1 and 2 will be 
according to international classification and will contain marks in 
applications filed on or after September 1, 1973, and Sections 3 
and 4 will be according to prior United States classification and 
will contain marks in applications filed on or before August 31, 
1973. 

In Section 1, all marks presented in combined applications filed 
on or after September 1, 1973 for registration in more than one 
international class will be published with only one reproduction of 
each mark. The reproduction of the mark will be followed by the 
international class numbers, and under each class will appear the 
goods or services in connection with which the mark is used. If the 
date of first use applies to all classes, it will appear following the 
last class; otherwise, the dates of use will appear after each class. 


U.S. PATENT AND TRADEMARK OFFICE 


1243 TMOG 869 
(281) 


In Section 2, all marks presented in applications filed on or after 
September 1, 1973 for registration in a single class will be 
published in international class order. 

In Section 3, all marks presented in combined applications filed 
on or before August 31, 1973 for registration in more than one 
prior United States class will be published with only one repro- 
duction of each mark. The reproduction of the mark will be 
followed by the prior United States class numbers and titles, and 
under each class will appear the goods or services in connection 
with which the mark is used. If the date of first use applies to all 
classes, it will appear following the last class; otherwise, the dates 
of use will appear after each class. 

In section 4, all marks presented in applications filed on or 
before August 31, 1973 for registration in a single class will be 
published in the prior United States class order. 

The following explanation will appear under the heading 
“Marks Published for Opposition”: 


The following marks are published in compliance with section 
12(a) ofthe Trademark Act of 1946. Applications for the registra- 
tion of marksin more than one class have been filed as provided in 
section 30 ofsaid act as amended by Public Law 772, 87th 
Congress, approved Oct.9, 1962, 76 Stat. 769. Opposition under 
Section 13 may be filedwithin thirty days of the date of this 
publication. See Rules 2.101to 2.105. 

A separate fee of twenty-five dollars for opposing each mark in 
eachclass must accompany the opposition. 


Sections | through 4 will appear immediately after the above 
explanation, the sections being designated as follows: 


Section |. International classification-Application in more than 

one class 
Section 2. International classification-Application in one class 
Section 3. Prior United States classification-Application in more 

than one class 

Section 4. Prior United States classification-Application in 

oneclass 
The same procedure of dividing into four sections will be 
followed inthe notice of the issuance of registrations on the 
Supplemental Register. 
Mar. 22, 1974 RENE D. TEGTMEYER 
Assistant Commissioner 
for Trademarks. 


[921 TMOG 122] 





(283) Separation of the Patent and Trademark 


Sections of the Official Gazette 


Effective February 2, 1971, the Official Gazette will be sepa- 
rated into two parts to be known as the Patent Official Gazette and 
the Trademark Official Gazette 


eee EE 


Orders for subscriptions should be addressed to Superintendent 
of Documents, U.S. Government Printing Office, Washington, 
D.C. 20402. 

Also effective February 2, 1971, the Official Gazette will no 
longer contain “Decisions in Patent and Trademark Cases.” 
Decisions of the type heretofore found in the “Decisions in Patent 
and Trademark Cases” are published by non-Federal organizations 
such as, for example, the Bureau of National Affairs, Inc., 1231 
25th St. NW., Washington, D.C. 20037, and West Publishing Co., 
50 Kellogg Blvd., St. Paul, Minn. 55102. 

Finally, the “Decisions Leaflet” of the Official Gazette will no 
longer be supplied as a separate subscription item after January 26, 
1971. According to present plans, however, both the Patent Official 
Gazette and the Trademark Official Gazette will have identical 
“Patent Office Notices” sections containing notices of the various 
types heretofore published in the Gazette decision leaflet and 
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Trademark Section. Those notices of particular interest to Patent 
Office employees will be accumulated and published approxi- 
mately every fourth week, and distributed separately to employees. 
Dec. 29, 1970 WILLIAM E. SCHUYLER, JR. 

Commissioner of Patents 


[882 TMOG 33] 





(284) DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
37 CFR Part 102 


RIN: 0651-AB21 
Public Information, Freedom of Information and Privacy 


AGENCY: United States Patent and Trademark Office, Com- 
merce. 


ACTION: Final rule. 


SUMMARY: The United States Patent and Trademark Office 
(USPTO) adds regulations implementing the Freedom of Informa- 
tion Act (FOIA), including the Electronic Freedom of Information 
Act (EFOIA) Amendments of 1996, and the Privacy Act (PA). 


DATES: Effective October 2, 2000. 


FOR FURTHER INFORMATION CONTACT: Joseph G. Pic- 
colo, 703-305-9035. 


SUPPLEMENTARY INFORMATION: This rule was proposed 
in a notice of proposed rulemaking published at 65 FR 41903 on 
July 7, 2000. Background information on this rule may be found in 
that notice. A public-interest group sent a comment with eleven 
recommendations. A section of a bar association submitted a 
comment with a single recommendation. 


Discussion of comments 


(1) The first comment recommended deletion of the phrase 
“created by USPTO” in § 102.2(b). The comment appears to 
interpret the phrase as a limitation on what the FOIA Officer may 
have posted on the USPTO Web page. Since the comment’s 
interpretation is not consistent with the plain language of the rule, 
the recommendation will not be adopted. 

(2) The first comment recommended changing the date for 
determining responsive records in § 102.5(a) from the date of the 
request to the date of the response because requesters might be 
injured by processing delays. The recommendation is not adopted 
because it would exacerbate the problem it intends to address. The 
comment’s proposal creates a circular definition for the response 
date because completion of processing would trigger a new search 
requiring further processing. Such a practice would increase 
processing time for all cases and would likely lead to inconsistent 
results.This recommendation is not adopted because it is not 
required by law and it would be administratively unworkable. 

(3) The first comment recommended that § 102.5(b) be revised 
to limit referrals to other agencies to situations in which the other 
agency retained control over the requested record and the referral 
would not delay a response. The first part of the recommendation 
is not workable because the originating agency is often the best, 
even the only, agency in a position to determine the releasability of 
the record. The second part of the test is impossible to predict 
before the referral is made and, in any case, could require USPTO 
to waive another agency’s exemptions routinely without consulta- 
tion.Moreover, the comment appears to interpret the rule as barring 
the FOIA Officer from responding to a request that has been 
referred to another agency for consultation. Since that interpreta- 
tion is not consistent with the plain language of the rule, the 
recommendation is not adopted. 

(4) The first comment recommends eliminating what it charac- 
terizes as a “pre-suit, non-judicial extension of time for the 
completion of requests” in § 102.6(c)(3). The paragraph in 
question does not provide for such extensions. Since the rule 
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simply places requesters on notice that there may be circumstances 
in which a backlog may excuse a delay, the recommendaticn is not 
adopted. 

(5) The first comment recommends elimination of the last 
sentence of § 102.6(c)(3). The comment interprets the sentence as 
suggesting a jurisdictional bar to judicial review when a requester 
refuses to work with USPTO to permit a timely response. The 
sentence simply notes that a court might take a requester’s conduct 
into account before reaching the merits of a complaint. Since the 
comment's interpretation is not consistent with the language of the 
rule, the recommendation is not adopted. 

(6) The first comment recommends that § 102.6(d)(1) be revised 
to provide specific standards for multitracking. There is no basis in 
USPTO for more specific standards for multitracking at this time. 
When more specific standards become necessary, USPTO will 
promulgate them in accordance with 5 U.S.C. 552(a)(6)(D)(i). 

(7) The first comment recommends revising the sections that 
require payment before the search results are released. The 
comment characterizes this requirement as an impermissible 
advance payment. The comment’s characterization is inconsistent 
with Strout v. United States Parole Comm'n, 40 F.3d 136, 139 (6th 
Cir. 1994).Paragraph § 102.11(i) explicitly bars the FOIA Officer 
from requiring advance payment except as permitted by statute 
and the case law. The recommendation is not adopted. 

(8) The first comment recommends eliminating the provision in 
§ 102.11(i)(4) that a request in which advance payment may be 
required is not considered received until the advance payment is 
received. Adopting the recommendation would create the para- 
doxical situation in which the USPTO response is untimely even 
though the advanced payment was never received or was received 
so late that no response was possible. The only alternative USPTO 
would have would be to process the request without any assurance 
that it would be paid in precisely the situation where the statute 
permits a requirement of advance payment. The rule provides a 
reasonable interpretation of the statute that eliminates the paradox. 
The recommendation is not adopted. 

(9) The first comment recommends eliminating the last sentence 
of § 102.11(k)(2)(ii). The comment appears to interpret this 
provision as barring the FOIA Officer from granting a fee waiver 
to a second requester of previously released information. The plain 
language of the rule does not compel that result, but rather requires 
the FOIA Officer to evaluate that issue in the context of a specific 
request. Since the comment’s interpretation is not consistent with 
the language of the rule, the recommendation is not adopted. 

(10) The first comment recommends eliminating the provision 
in § 102.9(f) that permits the submitter of business information 
from pointing out all available exemptions from disclosure. It is 
not clear from the comment what basis USPTO would have to 
censor a business submitter from pointing out any exemption that 
might meet its interest in keeping its confidential information from 
disclosure. Moreover, the point of the rule is to ensure that a 
business submitter makes its entire case in a single response rather 
than advancing exemptions in a piecemeal fashion. The recom- 
mendation is not adopted. 

(11) The first comment recommends revising the last sentence 
of § 102.10(d), which provides that an administrative appeal may 
continue after a requester has initiated a civil action. The comment 
appears to interpret paragraph (d) as requiring some requesters to 
choose between continuing an administrative appeal and filing a 
civil action. The sentence does not force such an election, but 
rather simply puts requesters on notice of a practice that is not 
universal in judicial review of USPTO action. Since the com- 
ment’s interpretation is not consistent with the language of the 
rule, the recommendation is not adopted. 

(12) The second comment recommends that USPTO make the 
material available under § 102.2(c)(4)-(6) also available at the 
USPTO web site (www.uspto.gov). The recommendation is al- 
ready adopted in § 102.2(b) for materials created on or after the 
effective date of the EFOIA amendments, November |, 1996. 


Other considerations 


This rule is not significant under Executive Order 12866. 

This rule does not contain a “collection of information” as 
defined by the Paperwork Reduction Act (44 U.S.C. ch. 35). 

In accordance with the Regulatory Flexibility Act (5 U.S.C. 
605(b)), USPTO has certified that this rule will not have a 
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significant economic impact on a substantial number of small 
entities. 


List of Subjects in 37 CFR Part 102 


Administrative practice and procedure, Freedom of Information, 
Privacy, Public information. 

For the reasons stated in the preamble, amend 37 CFR Chapter 
I by adding Part 102 to read: 


PART 102 -- DISCLOSURE OF GOVERNMENT INFORMA- 
TION 


SUBPART A -- FREEDOM OF INFORMATION ACT 
Sec. 


102.1 General 

102.2 Public reference facilities 

102.3 Records under FOIA 

102.4 Requirements for making requests 

102.5 Responsibility for responding to requests 

102.6 Time limits and expedited processing 

102.7 Responses to requests 

102.9 Business Information 

102.10 Appeals from initial determinations or untimely delays 
102.11 Fees 


SUBPART B -- PRIVACY ACT 


102.21 Purpose and Scope 

102.22 Definitions 

102.23 Procedures for making inquiries 

102.24 Procedures for making requests for records 

102.25 Disclosure of requested records to individuals 

102.26 Special procedures: Medical records 

102.27 Procedures for making requests for correction or amend- 
ment 

102.28 Review of requests for correction or amendment 

102.29 Appeal of initial adverse determination on correction or 
amendment 

102.30 Disclosure of record to person other than the individual 
to whom it pertains 

102.31 Fees 

102.32 Penalties 

102.33 General exemptions 

102.34 Specific exemptions 


Appendix to Part 102 -- Systems of Records Noticed by Other 
Federal Agencies and Applicable to USPTO Records, and Appli- 
cability of this Part Thereto 


Authority: 5 U.S.C. 552; 5 U.S.C. 552a; 5 U.S.C. 553; 31 U.S.C. 
3717; 35 U.S.C. 2(b)(2), 21, 41, 42, 122; 44 U.S.C. 3101. 


SUBPART A -- FREEDOM OF INFORMATION ACT 


§ 102.1 General. 


(a) The information in this part is furnished for the guidance of 
the public and in compliance with the requirements of the Freedom 
of Information Act (FOIA), as amended (5 U.S.C. 552). This part 
sets forth the procedures the United States Patent and Trademark 
Office (USPTO) follows to make publicly available the materials 
and indices specified in 5 U.S.C. 552(a)(2) and records requested 
under 5 U.S.C. 552(a)(3).Information routinely provided to the 
public as part of a regular USPTO activity (for example, press 
releases issued by the Office of Public Affairs) may be provided to 
the public without following this part. USPTO’s policy is to make 
discretionary disclosures of records or information exempt from 
disclosure under FOIA whenever disclosure would not foreseeably 
harm an interest protected by a FOIA exemption, but this policy 
does not create any right enforceable in court. 


(b) As used in this subpart, FOIA Officer means the USPTO 
employee designated to administer FOIA for USPTO. To ensure 
prompt processing of a request, correspondence should be ad- 
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dressed to the FOIA Officer, United States Patent and Trademark 
Office, WASHINGTON DC 20231 or delivered by hand to Crystal 
Park Two, 2121 Crystal Drive, Suite 714, Arlington, Virginia. 


§ 102.2 Public reference facilities. 


(a) USPTO maintains a public reference facility that contains 
the records FOIA requires to be made regularly available for 
public inspection and copying; furnishes information and other- 
wise assists the public concerning USPTO operations under FOIA; 
and receives and processes requests for records under FOIA. The 
FOIA Officer is responsible for determining which of USPTO’s 
records are required to be made available for public inspection and 
copying, and for making those records available in USPTO’s 
reference and records inspection facility. The FOIA Officer shall 
maintain and make available for public inspection and copying a 
current subject-matter index of USPTO’s public inspection facility 
records. Each index shall be updated regularly, at least quarterly, 
with respect to newly included records. In accordance with 5 
U.S.C. 552(a)(2), USPTO has determined that it is unnecessary 
and impracticable to publish quarterly, or more frequently, and 
distribute copies of the index and supplements thereto. The public 
reference facility is located in the Public Search Room, Crystal 
Plaza Three, 2021 South Clark Place, Room 1A01, Arlington, 
Virginia. 

(b) The FOIA Officer shall also make public inspection facility 
records created by USPTO on or after November 1, 1996, 
available electronically through USPTO’s World Wide Web site 
(http://www.uspto.gov). Information available at the site shall 
include: 


(1) The FOIA Officer’s index of the public inspection facility 
records, which indicates which records are available electroni- 
cally; and 


(2) The general index referred to in paragraph (c)(3) of this 
section. 


(c) USPTO maintains and makes available for public inspection 
and copying: 


(1) A current index providing identifying information for the 
public as to any matter that is issued, adopted, or promulgated after 
July 4, 1967, and that is retained as a record and is required to be 
made available or published. Copies of the index are available 
upon request after payment of the direct cost of duplication; 


(2) Copies of records that have been released and that the FOIA 
Officer determines, because of their subject matter, have become 
or are likely to become the subject of subsequent requests for 
substantially the same records; 


(3) A general index of the records described in paragraph (c)(2) 
of this section; 


(4) Final opinions and orders, including concurring and dissent- 
ing opinions made in the adjudication of cases; 


(5) Those statements of policy and interpretations that have been 
adopted by USPTO and are not published in the Federal Register: 
and 


(6) Administrative staff manuals and instructions to staff that 
affect a member of the public. 


§ 102.3Records under FOIA. 


(a) Records under FOIA include all Government records, 
regardless of format, medium or physical characteristics, and 
include electronic records and information, audiotapes, videotapes, 
and photographs. 


(b) There is no obligation to create, compile, or obtain from 
outside USPTO a record to satisfy a FOIA request. With regard to 
electronic data, the issue of whether records are created or merely 
extracted from an existing database is not always apparent.When 
responding to FOIA requests for electronic data where creation of 
a record or programming becomes an issue, USPTO shall under- 
take reasonable efforts to search for the information in electronic 
format. 
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(c) USPTO officials may, upon request, create and provide new 
information pursuant to user fee statutes, such as the first para- 
graph of 15 U.S.C. 1525, or in accordance with authority other- 
wise provided by law. This is outside the scope of FOIA. 


(d) The FOIA Officer shall preserve all correspondence pertain- 
ing to the requests received under this subpart, as well as copies of 
all requested records, until disposition or destruction is authorized 
by Title 44 of the United States Code or a National Archives and 
Records Administration’s General Records Schedule. The FOIA 
Officer shall not dispose of records while they are the subject of a 
pending request, appeal, or lawsuit under FOIA. 


§ 102.4 Requirements for making requests. 


(a) A request for USPTO records that are not customarily made 
available to the public as part of USPTO’s regular informational 
services must be in writing, and shall be processed under FOIA, 
regardless of whether FOIA is mentioned in the request. Requests 
should be sent to the USPTO FOIA Officer, United States Patent 
and Trademark Office, WASHINGTON DC 20231 (records FOIA 
requires to be made regularly available for public inspection and 
copying are addressed in § 102.2(c)). For the quickest handling, 
the request letter and envelope should be marked “Freedom of 
Information Act Request.” For requests for records about oneself, 
§ 102.24 contains additional requirements. For requests for records 
about another individual, either a written authorization signed by 
that individual permitting disclosure of those records to the 
requester or proof that that individual is deceased (for example, a 
copy of a death certificate or an obituary) facilitates processing the 
request. 


(b) The records requested must be described in enough detail to 
enable USPTO personne! to locate them with a reasonable amount 
of effort. Whenever possible, a request should include specific 
information about each record sought, such as the date, title or 
name, author, recipient, and subject matter of the record, and the 
name and location of the office where the record is located. Also, 
if records about a court case are sought, the title of the case, the 
court in which the case was filed, and the nature of the case should 
be included. If known, any file designations or descriptions for the 
requested records should be included. In general, the more 
specifically the request describes the records sought, the greater 
the likelihood that USPTO will locate those records. If the FOIA 
Officer determines that a request does not reasonably describe 
records, the FOIA Officer will inform the requester what additional 
information is needed or why the request is otherwise insufficient. 
The FOIA Officer also may give the requester an opportunity to 
discuss the request so that it may be modified to meet the 
requirements of this section. 


§ 102.5 Responsibility for responding to requests. 


(a) In general. Except as stated in paragraph (b) of this section, 
the USPTO will process FOIA requests directed to USPTO. In 
determining records responsive to a request, the FOIA Officer shall 
include only those records within USPTO’s possession and control 
as of the date the FOIA Officer receives the request. 


(b) Consultations and referrals. If the FOLIA Officer receives a 
request for a record in USPTO’s possession in which another 
Federal agency subject to FOIA has the primary interest, the FOIA 
Officer shall refer the record to that agency for direct response to 
the requester. The FOIA Officer shall consult with another Federal 
agency before responding to a requester if the FOIA Officer 
receives a request for a record in which another Federal agency 
subject to FOIA has a significant interest, but not the primary 
interest; or another Federal agency not subject to FOIA has the 
primary interest or a significant interest.Ordinarily, the agency that 
originated a record will be presumed to have the primary interest 
in it. 

(c) Notice of referral. Whenever a FOIA Officer refers a 
document to another Federal agency for direct response to the 
requester, the FOIA Officer will ordinarily notify the requester in 
writing of the referral and inform the requester of the name of the 
agency to which the document was referred. 


(d) Timing of responses to consultations and referrals. All 
consultations and referrals shall be handled according to the date 
the FOIA request was received by the first Federal agency. 
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(e) Agreements regarding consultations and referrals. The FOIA 
Officer may make agreements with other Federal agencies to 
eliminate the need for consultations or referrals for particular types 
of records. 


§ 102.6 Time limits and expedited processing. 


(a) In general. The FOIA Officer ordinarily shall respond to 
requests according to their order of receipt. 


(b) Initial response and appeal. Subject to paragraph (c)(1) of 
this section, an initial response shall be made within 20 working 
days (i.e., excluding Saturdays, Sundays, and legal public holi- 
days) of the receipt of a request for a record under this part by the 
proper FOIA Officer identified in accordance with § 102.5(a), and 
an appeal shall be decided within 20 working days of its receipt by 
the Office of the General Counsel. 


(c) Unusual circumstances. (1) In unusual circumstances as 
specified in paragraph (c)(2) of this section, the FOIA Officer may 
extend the time limits in paragraph (b) of this section by notifying 
the requester in writing as soon as practicable of the unusual 
circumstances and of the date by which processing of the request 
is expected to be completed. Extensions of time for the initial 
determination and extensions on appeal may not exceed a total of 
ten working days, unless the requester agrees to a longer exten- 
sion, or the FOIA Officer provides the requester with an opportu- 
nity either to limit the scope of the request so that it may be 
processed within the applicable time limit, or to arrange an 
alternative time frame for processing the request or a modified 
request. 


(2) As used in this section, unusual circumstances means, but 
only to the extent reasonably necessary to properly process the 
particular request: 


(i) The need to search for and collect the requested records from 
field facilities or other establishments separate from the office 
processing the request; 


(ii) The need to search for, collect, and appropriately examine a 
voluminous amount of separate and distinct records that are the 
subject of a single request; or 


(iii) The need for consultation, which shall be conducted with all 
practicable speed, with another Federal agency having a substan- 
tial interest in the determination of the request. 


(3) Unusual circumstances do not include a delay that results 
from a predictable workload of requests, unless USPTO demon- 
strates reasonable progress in reducing its backlog of pending 
requests. Refusal to reasonably modify the scope of a request or 
arrange an alternate time frame may affect a requester’s ability to 
obtain judicial review. 


(4) If the FOIA Officer reasonably believes that multiple 
requests submitted by a requester, or by a group of requesters 
acting in concert, constitute a single request that would otherwise 
involve unusual circumstances, and the requests involve clearly 
related matters, the FOIA Officer may aggregate them. Multiple 
requests involving unrelated matters will not be aggregated. 


(d) Multitrack processing. (1) The FOIA Officer may use two or 
more processing tracks by distinguishing between simple and 
more complex requests based on the number of pages involved, or 
some other measure of the amount of work and/or time needed to 
process the request, and whether the request qualifies for expedited 
processing as described in paragraph (e) of this section. 


(2) The FOIA Officer may provide requesters in a slower track 
with an opportunity to limit the scope of their requests in order to 
qualify for faster processing. The FOIA Officer may contact the 
requester by telephone or by letter, whichever is most efficient in 
each case. 


(e) Expedited processing. (1) Requests and appeals shall be 
taken out of order and given expedited treatment whenever it is 
determined they involve: 


(i) Circumstances in which the lack of expedited treatment 
could reasonably be expected to pose an imminent threat to the life 
or physical safety of an individual; 
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(ii) The loss of substantial due process rights; 


(iii) A matter of widespread and exceptional media interest in 
which there exist questions about the Government's integrity that 
affect public confidence; or 


(iv) An urgency to inform the public about an actual or alleged 
Federal Government activity, if made by a person primarily 
engaged in disseminating information. 


(2) A request for expedited processing may be made at the time 
of the initial request for records or at any later time. For a prompt 
determination, a request for expedited processing should be sent to 
the FOIA Officer. 


(3) A requester who seeks expedited processing must submit a 
statement, certified to be true and correct to the best of that 
person’s knowledge and belief, explaining in detail the basis for 
requesting expedited processing. For example, a requester within 
the category described in paragraph (e)(1)(iv) of this section, if not 
a full-time member of the news media, must establish that he or 
she is a person whose main professional activity or occupation is 
information dissemination, though it need not be his or her sole 
occupation.A requester within the category described in paragraph 
(e)(1)(iv) of this section must also establish a particular urgency to 
inform the public about the Government activity involved in the 
request, beyond the public’s right to know about Government 
activity generally. The formality of certification may be waived as 
a matter of administrative discretion. 


(4) Within ten calendar days of receipt of a request for expedited 
processing, the FOIA Officer will decide whether to grant it and 
shall notify the requester of the decision.If a request for expedited 
treatment is granted, the request shall be givenpriority and pro- 
cessed as soon as practicable. If a request for expedited processing 
is denied, any appeal of that decision shall be acted on expedi- 
tiously. 


§ 102.7 Responses to requests. 


(a) Grants of requests. If the FOIA Officer makes a determina- 
tion to grant a request in whole or in part, the FOIA Officer will 
notify the requester in writing. The FOIA Officer will inform the 
requester in the notice of any fee charged under [0015] § 102.11 
and disclose records to the requester promptly upon payment of 
any applicable fee.Records disclosed in part shall be marked or 
annotated to show each applicable FOIA exemption and the 
amount of information deleted, unless doing so would harm an 
interest protected by an applicable exemption. The location of the 
information deleted shall also be indicated on the record, if 
feasible. 


(b) Adverse determinations of requests. If the FOIA Officer 
makes an adverse determination regarding a request, the FOIA 
Officer will notify the requester of that determination in writing. 
An adverse determination is a denial of a request in any respect, 
namely: a determination to withhold any requested record in whole 
or in part; a determination that a requested record does not exist or 
cannot be located; a determination that a record is not readily 
reproducible in the form or format sought by the requester; a 
determination that what has been requested is not a record subject 
to FOIA (except that a determination under § 102.11(j) that records 
are to be made available under a fee statute other than FOIA is not 
an adverse determination); a determination against the requester 
on any disputed fee matter, including a denial of a request for a fee 
waiver; or a denial of a request for expedited treatment. Each 
denial letter shall be signed by the FOIA Officer and shall include: 


(1) The name and title or position of the denying official; 


(2) A brief statement of the reason(s) for the denial, including 
applicable FOIA exemption(s); 


(3) An estimate of the volume of records or information 
withheld, in number of pages or some other reasonable form of 
estimation. This estimate need not be provided if the volume is 
otherwise indicated through deletions on records disclosed in part, 
or if providing an estimate would harm an interest protected by an 
applicable FOIA exemption; and 


(4) A statement that the denial may be appealed, and a list of the 
requirements for filing an appeal under § 102.10(b). 
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§ 102.9 Business Information. 


(a) In general. Business information obtained by USPTO from a 
submitter will be disclosed under FOIA only under this section. 


(b) Definitions. For the purposes of this section: 


(1) Business information means commercial or financial infor- 
mation, obtained by USPTO from a submitter, which may be 
protected from disclosure under FOIA exemption 4 (5 U.S.C. 
552(b)(4)). 


(2) Submitter means any person or entity outside the Federal 
Government from whom USPTO obtains business information, 
directly or indirectly. The term includes corporations; state, local 
and tribal governments; and foreign governments. 


(c) Designation of business information. A submitter of business 
information should designate by appropriate markings, either at 
the time of submission or at a reasonable time thereafter, any 
portions of its submission that it considers to be protected from 
disclosure under FOIA exemption 4. These designations will 
expire ten years after the date of the submission unless the 
submitter requests, and provides justification for, a longer desig- 
nation period. 


(d) Notice to submitters. The FOIA Officer shall provide a 
submitter with prompt written notice of a FOIA request or 
administrative appeal that seeks its business information whenever 
required under paragraph (e) of this section, except as provided in 
paragraph (h) of this section, in order to give the submitter an 
opportunity under paragraph (f) of this section to object to 
disclosure of any specified portion of that information. Such 
written notice shall be sent via certified mail, return receipt 
requested, or similar means. The notice shall either describe the 
business information requested or include copies of the requested 
records containing the information. When notification of a large 
number of submitters is required, notification may be made by 
posting or publishing the notice in a place reasonably likely to 
accomplish notification. 


(e) When notice is required. Notice shall be given to the 
submitter whenever: 


(1) The information has been designated in good faith by the 
submitter as protected from disclosure under FOIA exemption 4; 
or 


(2) The FOIA Officer has reason to believe that the information 
may be protected from disclosure under FOIA exemption 4. 


(f) Opportunity to object to disclosure. The FOIA Officer shall 
allow a submitter seven working days (i.e., excluding Saturdays, 
Sundays, and legal public holidays) from the date of receipt of the 
written notice described in paragraph (d) of this section to provide 
the FOIA Officer with a detailed statement of any objection to 
disclosure. The statement must specify all grounds for withholding 
any portion of the information under any exemption of FOIA and, 
in the case of exemption 4, it must show why the information is a 
trade secret or commercial or financial information that is privi- 
leged or confidential. If a submitter fails to respond to the notice 
within the time specified, the submitter will be considered to have 
no objection to disclosure of the information.Information a sub- 
mitter provides under this paragraph may itself be subject to 
disclosure under FOIA. 


(g) Notice of intent to disclose. The FOIA Officer shall consider 
a submitter’s objections and specific grounds under FOIA for 
nondisclosure in deciding whether to disclose business informa- 
tion. If the FOIA Officer decides to disclose business information 
over the objection of a submitter, the FOIA Officer shall give the 
submitter written notice via certified mail, return receipt requested, 
or similar means, which shall include: 


(1) A statement of reason(s) why the submitter’s objections to 
disclosure were not sustained; 


(2) A description of the business information to be disclosed; 
and 


(3) A statement that the FOIA Officer intends to disclose the 
information seven working days from the date the submitter 
receives the notice. 
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(h) Exceptions to notice requirements. The notice requirements 
of paragraphs (d) and (g) of this section shall not apply if: 


(1) The FOIA Officer determines that the information should not 
be disclosed; 


(2) The information has been lawfully published or has been 
officially made available to the public; 


(3) Disclosure of the information is required by statute (other 
than FOIA) or by a regulation issued in accordance with Executive 
Order 12600; or 


(4) The designation made by the submitter under paragraph (c) 
of this section appears obviously frivolous, in which case the FOIA 
Officer shall provide the submitter written notice of any final 
decision to disclose the information seven working days from the 
date the submitter receives the notice. 


(i) Notice of FOIA lawsuit. Whenever a requester files a lawsuit 
seeking to compel the disclosure of business information, the 
FOIA Officer shall promptly notify the submitter. 


(j) Corresponding notice to requesters. Whenever a FOIA 
Officer provides a submitter with notice and an opportunity to 
object to disclosure under paragraph (d) of this section, the FOIA 
Officer shall also notify the requester(s). Whenever a submitter 
files a lawsuit seeking to prevent the disclosure of business 
information, the FOIA Officer shall notify the requester(s). 


§ 102.10 Appeals from initial determinations or untimely delays. 


(a) If a request for records is initially denied in whole or in part, 
or has not been timely determined, or if a requester receives an 
adverse initial determination regarding any other matter under this 
subpart (as described in § 102.7(b)), the requester may file a 
written appeal, which must be received by the Office of General 
Counsel within thirty calendar days of the date of the written 
denial or, if there has been no determination, may be submitted 
anytime after the due date, including the last extension under § 
102.6(c), of the determination. 


(b) Appeals shall be decided by a Deputy General Counsel. 
Appeals should be addressed to the General Counsel, United States 
Patent and Trademark Office, WASHINGTON DC 20231. Both 
the letter and the appeal envelope should be clearly marked 
“Freedom of Information Appeal”. The appeal must include a copy 
of the original request and the initial denial, if any, and may 
include a statement of the reasons why the records requested 
should be made available and why the initial denial, if any, was in 
error. No opportunity for personal appearance, oral argument or 
hearing on appeal is provided. 


(c) If an appeal is granted, the person making the appeal shall be 
immediately notified and copies of the releasable documents shall 
be made available promptly thereafter upon receipt of appropriate 
fees determined in accordance with § 102.11. 


(d) If no determination of an appeal has been sent to the 
requester within the twenty-working-day period specified in § 
102.6(b) or the last extension thereof, the requester is deemed to 
have exhausted his administrative remedies with respect to the 
request, giving rise to a right of judicial review under 5 U.S.C. 
552(a)(6)(C). If the person making a request initiates a civil action 
against USPTO based on the provision in this paragraph, the 
administrative appeal process may continue. 


(e) A determination on appeal shall be in writing and, when it 
denies records in whole or in part, the letter to the requester shall 
include: 


(1) A brief explanation of the basis for the denial, including a list 
of applicable FOIA exemptions and a description of how the 
exemptions apply; 


(2) A statement that the decision is final; 


(3) Notification that judicial review of the denial is available in 
the United States district court for the district in which the 
requester resides or has its principal place of business, the United 
States District Court for the Eastern District of Virginia, or the 
District of Columbia; and 
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(4) The name and title or position of the official responsible for 
denying the appeal. 


§ 102.11 Fees. 


(a) In general. USPTO shall charge for processing requests 
under FOIA in accordance with paragraph (c) of this section, 
except when fees are limited under paragraph (d) of this section or 
when a waiver or reduction of fees is granted under paragraph (k) 
of this section. USPTO shall collect all applicable fees before 
sending copies of requested records to a requester. Requesters 
must pay fees by check or money order made payable to the 
Treasury of the United States. 


(b) Definitions. For purposes of this section: 


(1) Commercial use request means a request from or on behalf 
of a person who seeks information for a use or purpose that 
furthers his or her commercial, trade, or profit interests, which can 
include furthering those interests through litigation. The FOIA 
Officer shall determine, whenever reasonably possible, the use to 
which a requester will put the requested records. When it appears 
that the requester will put the records to a commercial use, either 
because of the nature of the request itself or because the FOIA 
Officer has reasonable cause to doubt a requester’s stated use, the 
FOIA Officer shall provide the requester a reasonable opportunity 
to submit further clarification. 


(2) Direct costs means those expenses USPTO incurs in 
searching for and duplicating (and, in the case of commercial use 
requests, reviewing) records to respond to a FOIA request. Direct 
costs include, for example, the labor costs of the employee 
performing the work (the basic rate of pay for the employee, plus 
16 percent of that rate to cover benefits). Not included in direct 
costs are overhead expenses such as the costs of space and heating 
or lighting of the facility in which the records are kept. 


(3) Duplication means the making of a copy of a record, or of 
the information contained in it, necessary to respond to a FOIA 
request. Copies may take the form of paper, microform, audiovi- 
sual materials, or electronic records (for example, magnetic tape or 
disk), among others. The FOIA Officer shall honor a requester’s 
specified preference of form or format of disclosure if the record 
is readily reproducible with reasonable efforts in the requested 
form or format. 


(4) Educational institution means a preschool, a public or 
private elementary or secondary school, an institution of under- 
graduate higher education, an institution of graduate higher edu- 
cation, an institution of professional education, or an institution of 
vocational education, that operates a program of scholarly re- 
search. To be in this category, a requester must show that the 
request is authorized by and is made under the auspices of a 
qualifying institution, and that the records are sought to further 
scholarly research rather than for a commercial use. 

(5) Noncommercial scientific institution means an institution 
that is not operated on a “commercial” basis, as that term is defined 
in paragraph (b)(1) of this section, and that is operated solely for 
the purpose of conducting scientific research, the results of which 
are not intended to promote any particular product or industry. To 
be in this category, a requester must show that the request is 
authorized by and is made under the auspices of a qualifying 
institution and that the records are sought to further scientific 
research rather than for a commercial use. 

(6) Representative of the news media, or news media requester 


means any person actively gathering news for an entity that is 
organized and operated to publish or broadcast news to the public. 
The term “news” means information that is about current events or 
that would be of current interest to the public. Examples of news 
media entities include television or radio stations broadcasting to 
the public at large and publishers of periodicals (but only if they 
can qualify as disseminators of “news”) that make their products 
available for purchase or subscription by the general public. For 
“freelance” journalists to be regarded as working for a news 
organization, they must demonstrate a solid basis for expecting 
publication through that organization. A publication contract 
would be the clearest proof, but the FOIA Officer shall also look to 
the past publication record of a requester in making this determi- 
nation. To be in this category, a requester must not be seeking the 
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requested records for a commercial use. However, a request for 
records supporting the news-dissemination function of the re- 
quester shall not be considered to be for a commercial use. 


(7) Review means the examination of a record located in 
response to a request in order to determine whether any portion of 
it is exempt from disclosure. It also includes processing any record 
for disclosure--for example, doing all that is necessary to redact it 
and prepare it for disclosure. Review costs are recoverable even if 
a record ultimately is not disclosed. Review time does not include 
time spent resolving general legal or policy issues regarding the 
application of exemptions. 


(8) Search means the process of looking for and retrieving 
records or information responsive to a request. It includes page- 
by-page or line-by-line identification of information within records 
and also includes reasonable efforts to locate and retrieve infor- 
mation from records maintained in electronic form or format. The 
FOIA Officer shall ensure that searches are done in the most 
efficient and least expensive manner reasonably possible. 


(c) Fees. In responding to FOIA requests, the FOIA Officer shall 
charge the fees summarized in chart form in paragraphs (c)(1) and 
(c)(2) of this section and explained in paragraphs (c)(3) through 
(c)(5) of this section, unless a waiver or reduction of fees has been 
granted under paragraph (k) of this section. 


(1) The four categories and chargeable fees are: 





Category 

(i) Commercial Use 
Requesters 

(ii) Educational and 
Non-commercial Scientific 
Institution 
Requesters 

(ili) Representatives of 
the News Media 


Chargeable Fees 
Search, Review, and 
Duplication. 
Duplication (excluding 
the cost of the first 100 
pages). 


Duplication (excluding 
the cost of the first 100 
pages). 

Search and Duplica- 
tion (excluding the 
cost of the first 2 hours 
of search and 100 
pages). 


(iv) All Other 
Requesters 





(2) Uniform fee schedule. 





Service Rate 


(i) Manual search Actual salary rate of 
employee involved, 
plus 16 percent of sal- 
ary rate. 

Actual direct cost, in- 
cluding operator time. 


(ii) Computerized 

search 

(iii) Duplication of 

records: 

(A) Paper copy 
reproduction 

(B) Other reproduction 
(e.g., computer 
disk or printout, 
microfilm, 
microfiche, or 
microform) 

(iv) Review of records 
(includes prepara- 
tion for release, i.e. 
excising) 


$.15 per page 
Actual direct cost, including 
operator time. 


Actual salary rate of employee 
conducting for review, plus 16 
percent of salary rate. 





(3) Search. (i) Search fees shall be charged for all requests-- 
other than requests made by educational institutions, noncommer- 
cial scientific institutions, or representatives of the news media-- 
subject to the limitations of paragraph (d) of this section. The 
FOIA Officer will charge for time spent searching even if no 
responsive records are located or if located records are entirely 
exempt from disclosure. Search fees shall be the direct costs of 
conducting the search by the involved employees. 
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(ii) For computer searches of records, requesters will be charged 
the direct costs of conducting the search, although certain request- 
ers (as provided in paragraph (d)(1) of this section) will be charged 
no search fee and certain other requesters (as provided in para- 
graph (d)(3) of this section) are entitled to the cost equivalent of 
two hours of manual search time without charge. These direct costs 
include the costs, attributable to the search, of operating a central 
processing unit and operator/programmer salary. 

(4) Duplication. Duplication fees will be charged to all request- 
ers, subject to the limitations of paragraph (d) of this section. For 
a paper photocopy of a record (no more than one copy of which 
need be supplied), the fee shall be $.15 cents per page. For copies 
produced by computer, such as tapes or printouts, the FOIA Officer 
shall charge the direct costs, including operator time, of producing 
the copy. For other forms of duplication, the FOIA Officer will 
charge the direct costs of that duplication. 


(5) Review. Review fees shall be charged to requesters who 
make a commercial use request. Review fees shall be charged only 
for the initial record review--the review done when the FOIA 
Officer determines whether an exemption applies to a particular 
record at the initial request level. No charge will be made for 
review at the administrative appeal level for an exemption already 
applied. However, records withheld under an exemption that is 
subsequently determined not to apply may be reviewed again to 
determine whether any other exemption not previously considered 
applies, and the costs of that review are chargeable. Review fees 
shall be the direct costs of conducting the review by the involved 
employees. 


(d) Limitations on charging fees. 


(1) No search fee will be charged for requests by educational 
institutions, noncommercial scientific institutions, or representa- 
tives of the news media. 


(2) No search fee or review fee will be charged for a quarter- 
hour period unless more than half of that period is required for 
search or review. 


(3) Except for requesters seeking records for a commercial use, 
the FOIA Officer will provide without charge: 


(i) The first 100 pages of duplication (or the cost equivalent); 
and 


(ii) The first two hours of search (or the cost equivalent). 


(4) Whenever a total fee calculated under paragraph (c) of this 
section is $20.00 or less for any request, no fee will be charged. 


(5) The provisions of paragraphs (d) (3) and (4) of this section 
work together. This means that for requesters other than those 
seeking records for a commercial use, no fee will be charged 
unless the cost of the search in excess of two hours plus the cost 
of duplication in excess of 100 pages totals more than $20.00. 


(e) Notice of anticipated fees over $20.00. When the FOIA 
Officer determines or estimates that the fees to be charged under 
this section will be more than $20.00, the FOIA Officer shall notify 
the requester of the actual or estimated fees, unless the requester 
has indicated a willingness to pay fees as high as those anticipated. 
If only a portion of the fee can be estimated readily, the FOIA 
Officer shall advise the requester that the estimated fee may be 
only a portion of the total fee. If the FOIA Officer has notified a 
requester that actual or estimated fees are more than $20.00, the 
FOIA Officer shall not consider the request received or process it 
further until the requester agrees to pay the anticipated total fee. 
Any such agreement should be in writing. A notice under this 
paragraph shall offer the requester an opportunity to discuss the 
matter with USPTO personnel in order to reformulate the request 
to meet the requester’s needs at a lower cost. 


(f) Charges for other services. Apart from the other provisions of 
this section, the FOIA Officer shall ordinarily charge the direct cost 
of special services. Such special services could include certifying 
that records are true copies or sending records by other than 
ordinary mail. 


(g) Charging interest. The FOIA Officer shall charge interest on 
any unpaid bill starting on the 31st calendar day following the date 
of billing the requester. Interest charges shall be assessed at the 
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rate provided in 31 U.S.C. 3717 and accrue from the date of the 
billing until payment is received by the FOIA Officer. The FOIA 
Officer shall follow the provisions of the Debt Collection Improve- 
ment Act of 1996 (Pub. L. 104-134), as amended, and its 
administrative procedures, including the use of consumer reporting 
agencies, collection agencies, and offset. 


(h) Aggregating requests. If a FOIA Officer reasonably believes 
that a requester or a group of requesters acting together is 
attempting to divide a request into a series of requests for the 
purpose of avoiding fees, the FOIA Officer may aggregate those 
requests and charge accordingly. The FOIA Officer may presume 
that multiple requests of this type made within a 30-calendar-day 
period have been made in order to avoid fees. If requests are 
separated by a longer period, the FOIA Officer shall aggregate 
them only if a solid basis exists for determining that aggregation is 
warranted under all the circumstances involved. Multiple requests 
involving unrelated matters shall not be aggregated. 


(i) Advance payments. (1) For requests other than those de- 
scribed in paragraphs (i)(2) and (3) of this section, the FOIA 
Officer shall not require the requester to make an advance 
payment: a payment made before work is begun or continued on a 
request. Payment owed for work already completed (i.c., a 
payment before copies are sent to a requester) is not an advance 
payment. 


(2) If the FOIA Officer determines or estimates that a total fee 
to be charged under this section will be more than $250.00, the 
requester must pay the entire anticipated fee before beginning to 
process the request, unless the FOIA Officer receives a satisfactory 
assurance of full payment from a requester who has a history of 
prompt payment. 


(3) If a requester has previously failed to pay a properly charged 
FOIA fee to USPTO or another responsible Federal agency within 
30 calendar days of the date of billing, the FOIA Officer shali 
require the requester to pay the full amount due, plus any 
applicable interest, and to make an advance payment of the full 
amount of any anticipated fee, before the FOIA Officer begins to 
process a new request or continues to process a pending request 
from that requester. 


(4) In cases in which the FOIA Officer requires payment under 
paragraphs (i)(2) or (3) of this section, the request shall not be 
considered received and further work will not be done on it until 
the required payment is received. 


(5) Upon the completion of processing of a request, when a 
specific fee is determined to be payable and appropriate notice has 
been given to the requester, the FOIA Officer shall make records 
available to the requester only upon receipt of full payment of the 
fee. 


(j) Other statutes specifically providing for fees. The fee 
schedule of this section does not apply to fees charged under any 
statute (except for FOIA) that specifically requires USPTO or 
another responsible Federal agency to set and collect fees for 
particular types of records. If records responsive to requests are 
maintained for distribution by agencies operating such statutorily 
based fee schedule programs, the FOIA Officer shall inform 
requesters of how to obtain records from those sources. 


(k) Requirements for waiver or reduction of fees. (1) Records 
responsive to a request will be furnished without charge or at a 
charge reduced below that established under paragraph (c) of this 
section if the FOIA Officer determines, based on all available 
information, that the requester has demonstrated that: 


(i) Disclosure of the requested information is in the public 
interest because it is likely to contribute significantly to public 
understanding of the operations or activities of the Government: 
and 


(ii) Disclosure of the information is not primarily in the 
commercial interest of the requester. 


(2) To determine whether the first fee waiver requirement is met, 
the FOIA Officer shall consider the following factors: 


(i) The subject of the request: whether the subject of the 
requested records concerns the operations or activities of the 
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Government. The subject of the requested records must concern 
identifiable operations or activities of the Federal Government, 
with a connection that is direct and clear, not remote or attenuated. 


(ii) The informative value of the information to be disclosed: 
whether the disclosure is “likely to contribute” to an understanding 
of Government operations or activities. The disclosable portions of 
the requested records must be meaningfully informative about 
Government operations or activities in order to be “likely to 
contribute” to an increased public understanding of those opera- 
tions or activities. The disclosure of information that already is in 
the public domain, in either a duplicative or a substantially 
identical form, would not be likely to contribute to such under- 
standing. 


(iii) The contribution to an understanding of the subject by the 
public likely to result from disclosure: whether disclosure of the 
requested information will contribute to the understanding of a 
reasonably broad audience of persons interested in the subject, as 
opposed to the individual understanding of the requester. A 
requester’s expertise in the subject area and ability and intention to 
effectively convey information to the public shall be considered. It 
shall be presumed that a representative of the news media satisfies 
this consideration. It shall be presumed that a requester who 
merely provides information to media sources does not satisfy this 
consideration. 


(iv) The significance of the contribution to public 
understanding: whether the disclosure is likely to contribute 
“significantly” to public understanding of Government operations 
or activities. The public’s understanding of the subject in question 
prior to the disclosure must be significantly enhanced by the 
disclosure. 


(3) To determine whether the second fee waiver requirement is 
met, the FOIA Officer shall consider the following factors: 


(i) The existence and magnitude of a commercial interest: 
whether the requester has a commercial interest that would be 
furthered by the requested disclosure. The FOIA Officer shall 
consider any commercial interest of the requester (with reference 
to the definition of “commercial use request” in paragraph (b)(1) 
of this section), or of any person on whose behalf the requester 
may be acting, that would be furthered by the requested disclosure. 
Requesters shall be given an opportunity to provide explanatory 
information regarding this consideration. 


(ii) The primary interest in disclosure: whether any identified 
commercial interest of the requester is sufficiently large, in 
comparison with the public interest in disclosure, that disclosure is 
“primarily in the commercial interest of the requester.” A fee 
waiver or reduction is justified if the public interest standard 
(paragraph (k)(1)(i) of this section) is satisfied and the public 
interest is greater than any identified commercial interest in 
disclosure. The FOIA Officer ordinarily shall presume that if a 
news media requester has satisfied the public interest standard, the 
public interest is the primary interest served by disclosure to that 
requester. Disclosure to data brokers or others who merely compile 
and market Government information for direct economic return 
shall not be presumed to primarily serve the public interest. 


(4) If only some of the records to be released satisfy the 
requirements for a fee waiver, a waiver shall be granted for those 
records. 


(5) Requests for the waiver or reduction of fees should address 
the factors listed in paragraphs (k)(2) and (3) of this section, 
insofar as they apply to each request 


SUBPART B - PRIVACY ACT 
§ 102.21 Purpose and scope. 


(a) The purpose of this subpart is to establish policies and 
procedures for implementing the Privacy Act of 1974, as amended 
(5 U.S.C. 552a) (the Act). The main objectives are to facilitate full 
exercise of rights conferred on individuals under the Act and to 
ensure the protection of privacy as to individuals on whom USPTO 
maintains records in systems of records under the Act. USPTO 
accepts the responsibility to act promptly and in accordance with 
the Act upon receipt of any inquiry, request or appeal from a 
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citizen of the United States or an alien lawfully admitted for 
permanent residence into the United States, regardless of the age 
of the individual. Further, USPTO accepts the obligations to 
maintain only such information on individuals as is relevant and 
necessary to the performance of its lawful functions, to maintain 
that information with such accuracy, relevancy, timeliness, and 
completeness as is reasonably necessary to assure fairness in 
determinations made by USPTO about the individual, to obtain 
information from the individual to the extent practicable, and to 
take every reasonable step to protect that information from 
unwarranted disclosure. USPTO will maintain no record describ- 
ing how an individual exercises rights guaranteed by the First 
Amendment unless expressly authorized by statute or by the 
individual about whom the record is maintained or unless pertinent 
to and within the scope of an authorized law enforcement activity. 
An individual’s name and address will not be sold or rented by 
USPTO unless such action is specifically authorized by law; 
however, this provision shall not be construed to require the 
withholding of names and addresses otherwise permitted to be 
made public. 


(b) This subpart is administered by the Privacy Officer of 


USPTO. 


(c) Matters outside the scope of this subpart include the 
following: 


(1) Requests for records which do not pertain to the individual 
making the request, or to the individual about whom the request is 
made if the requester is the parent or guardian of the individual; 


(2) Requests involving information pertaining to an individual 
which is in a record or file but not within the scope of a system of 
records notice published in the Federa! Register; 


(3) Requests to correct a record where a grievance procedure is 
available to the individual either by regulation or by provision in 
a collective bargaining agreement with USPTO, and the individual 
has initiated, or has expressed in writing the intention of initiating, 
such grievance procedure. An individual selecting the grievance 
procedure waives the use of the procedures in this subpart to 
correct or amend a record; and, 


(4) Requests for employee-employer services and counseling 
which were routinely granted prior to enactment of the Act, 
including, but not limited to, test calculations of retirement 
benefits, explanations of health and life insurance programs, and 
explanations of tax withholding options. 


(d) Any request for records which pertains to the individual 
making the request. or to the individual about whom the request is 
made if the requester is the parent or guardian of the individual, 
shall be processed under the Act and this subpart and under the 
Freedom of Information Act and USPTO’s implementing regula- 
tions at Subpart A of this part, regardless whether the Act or the 
Freedom of Information Act is mentioned in the request. 


§ 102.22 Definitions. 


(a) All terms used in this subpart which are defined in 5 U.S.C. 
552a shall have the same meaning herein. 


(b) As used in this subpart: 


(1) Act means the “Privacy Act of 1974, as amended (5 U.S.C. 
$52a)”. 


(2) Appeal means a request by an individual to review and 
reverse an initial denial of a request by that individual for 
correction or amendment. 


(3) USPTO means the United States Patent and Trademark 
Office. 


(4) Inquiry means either a request for general information 
regarding the Act and this subpart or a request by an individual (or 
that individual’s parent or guardian) that USPTO determine 
whether it has any record in a system of records which pertains to 
that individual. 


(5) Person means any human being and also shall include but 
not be limited to, corporations, associations, partnerships, trustees, 
receivers, personal representatives, and public or private organi- 
zations. 
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(6) Privacy Officer means a USPTO employee designated to 
administer this subpart. 


(7) Request for access means a request by an individual or an 
individual’s parent or guardian to see a record which is in a 
particular system of records and which pertains to that individual. 


(8) Request for correction or amendment means the request by 
an individual or an individual’s parent or guardian that USPTO 
change (either by correction, amendment, addition or deletion) a 
particular record in a system of records which pertains to that 
individual. 


§ 102.23 Procedures for making inquiries. 


(a) Any individual, regardless of age, who is a citizen of the 
United States or an alien lawfully admitted for permanent resi- 
dence into the United States may submit an inquiry to USPTO. The 
inquiry should be made either in person at Crystal Park Two, 2121 
Crystal Park Drive, Suite 714, Arlington, Virginia, or by mail 
addressed to the Privacy Officer, United States Patent and Trade- 
mark Office, WASHINGTON DC 20231 or to the official identified 
in the notification procedures paragraph of the systems of records 
notice published in the Federal Register. If an individual believes 
USPTO maintains a record pertaining to that individual but does 
not know which system of records might contain such a record, the 
USPTO Privacy Officer will provide assistance in person or by 
mail. 


(b) Inquiries submitted by mail should include the words 
“PRIVACY ACT INQUIRY” in capital letters at the top of the 
letter and on the face of the envelope. If the inquiry is for general 
information regarding the Act and this subpart, no particular 
information is required. USPTO reserves the right to require 
compliance with the identification procedures appearing at § 
102.24(d) where circumstances warrant. If the inquiry is a request 
that USPTO determine whether it has, in a given system of 
records, a record which pertains to the individual, the following 
information should be submitted: 


(1) Name of individual whose record is sought; 


(2) Individual whose record is sought is either a U.S. citizen or 
an alien lawfully admitted for permanent residence; 


(3) Identifying data that will help locate the record (for example, 
maiden name, occupational license number, period or place of 
employment, etc.); 


(4) Record sought, by description and by record system name, if 
known; 


(5) Action requested (that is, sending information on how to 
exercise rights under the Act; determining whether requested 
record exists; gaining access to requested record; or obtaining 
copy of requested record); 


(6) Copy of court guardianship order or minor’s birth certificate, 
as provided in § 102.24(f)(3), but only if requester is guardian or 
parent of individual whose record is sought; 

(7) Requester’s name (printed), signature, address, and tele- 
phone number (optional); 


(8) Date; and, 


(9) Certification of request by notary or other official, but only 
if 


(i) request is for notification that requested record exists, for 
access to requested record or for copy of requested record; 


(ii) record is not available to any person under 5 U.S.C. 552; and 


(iii) requester does not appear before an employee of USPTO 
for verification of identity. 


(c) Any inquiry which is not addressed as specified in paragraph 
(a) of this section or which is not marked as specified in paragraph 
(b) of this section will be so addressed and marked by USPTO 
personnel and forwarded immediately to the Privacy Officer. An 
inquiry which is not properly addressed by the individual will not 
be deemed to have been “received” for purposes of measuring the 
time period for response until actual receipt by the Privacy Officer. 
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In each instance when an inquiry so forwarded is received, the 
Privacy Officer sha!l notify the individual that his or her inquiry 
was improperly addressed and the date the inquiry was received at 
the proper address. 


(d)(1) Each inquiry received shall be acted upon promptly by 
the Privacy Officer.Every effort will be made to respond within ten 
working days (i.e., excluding Saturdays, Sundays and legal public 
holidays) of the date of receipt. If a response cannot be made 
within ten working days, the Privacy Officer shall send an 
acknowledgment during that period providing information on the 
status of the inquiry and asking for such further information as 
may be necessary to process the inquiry. The first correspondence 
sent by the Privacy Officer to the requester shall contain USPTO’s 
control number assigned to the request, as well as a note that the 
requester should use that number in all future contacts in order to 
facilitate processing. USPTO shall use that control number in all 
subsequent correspondence. 


(2) If the Privacy Officer fails to send an acknowledgment 
within ten working days, as provided above, the requester may ask 
the General Counsel to take corrective action. No failure of the 
Privacy Officer to send an acknowledgment shall confer adminis- 
trative finality for purposes of judicial review. 


(e) An individual shall not be required to state a reason or 
otherwise justify his or her inquiry. 


(f) Special note should be taken of the fact that certain agencies 
are responsible for publishing notices of systems of records having 
Government-wide application to other agencies, including 
USPTO. The agencies known to be publishing these general 
notices and the types of records covered therein appear in an 
Appendix to this part. The provisions of this section, and particu- 
larly paragraph (a) of this section, should be followed in making 
inquiries with respect to such records. Such records in USPTO are 
subject to the provisions of this part to the extent indicated in the 
Appendix to this part.The exemptions, if any, determined by an 
agency publishing a general notice shall be invoked and applied by 


USPTO after consultation, as necessary, with that other agency. 


§ 102.24 Procedures for making requests for records. 


(a) Any individual, regardless of age, who is a citizen of the 
United States or an alien lawfully admitted for permanent resi- 
dence into the United States may submit a request for access to 
records to USPTO. The request should be made either in person at 
Crystal Park Two, 2121 Crystal Drive, Suite 714, Arlington, 
Virginia, or by mail addressed to the Privacy Officer, United States 
Patent and Trademark Office, WASHINGTON DC 20231. 


(b) Requests submitted by mail should include the words 
“PRIVACY ACT REQUEST” in capital letters at the top of the 
letter and on the face of the envelope. Any request which is not 
addressed as specified in paragraph (a) of this section or which is 
not marked as specified in this paragraph will be so addressed and 
marked by USPTO personnel and forwarded immediately to the 
Privacy Officer. A request which is not properly addressed by the 
individual will not be deemed to have been “received” for 
purposes of measuring time periods for response until actual 
receipt by the Privacy Officer. In each instance when a request so 
forwarded is received, the Privacy Officer shall notify the indi- 
vidual that his or her request was improperly addressed and the 
date when the request was received at the proper address. 


(c) If the request follows an inquiry under § 102.23 in 
connection with which the individual's identity was established by 
USPTO, the individual need only indicate the record to which 
access is sought, provide the USPTO control number assigned to 
the request, and sign and date the request. If the request is not 
preceded by an inquiry under § 102.23, the procedures of this 
section should be followed. 


(d) The requirements for identification of individuals seeking 
access to records are as follows: 


(1) In person. Each individual making a request in person shall 
be required to present satisfactory proof of identity. The means of 
proof, in the order of preference and priority, are: 
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(i) A document bearing the individual’s photograph (for ex- 
ample, driver’s license, passport or military or civilian identifica- 
tion card); 


(ii) A document, preferably issued for participation in a federally 
sponsored program, bearing the individual’s signature (for ex- 
ample, unemployment insurance book, employer’s identification 
card, national credit card, and professional, craft or union mem- 
bership card); and 


(iii) A document bearing neither the photograph nor the signa- 
ture of the individual, preferably issued for participation in a 
federally sponsored program (for example, Medicaid card). In the 
event the individual can provide no suitable documentation of 
identity, USPTO will require a signed statement asserting the 
individual’s identity and stipulating that the individual understands 
the penalty provision of 5 U.S.C. 552a(i)(3) recited in § 
102.32(a).In order to avoid any unwarranted disclosure of an 
individual’s records, USPTO reserves the right to determine the 
adequacy of proof of identity offered by any individual, particu- 
larly when the request involves a sensitive record. 


(2) Not in person. If the individual making a request does not 
appear in person before the Privacy Officer or other employee 
authorized to determine identity, a certification of a notary public 
or equivalent officer empowered to administer oaths must accom- 
pany the request under the circumstances prescribed in § 
102.23(b)(9). The certification in or attached to the letter must be 
substantially in accordance with the following text: 


City of 
County of 


(Name of individual), who affixed (his) (her) signature below in 
my presence, came before me, a (title), in and for the aforesaid 
County and State, this day of ~ on 
and established (his) (her) identity to my satisfaction. 


My commission expires 
(Signature) 


(3) Parents of minors and legal guardians. An individual acting 
as the parent of a minor or the legal guardian of the individual to 
whom a record pertains shall establish his or her personal identity 
in the same manner prescribed in either paragraph (d)(1) or (d)(2) 
of this section.In addition, such other individual shall establish his 
or her identity in the representative capacity of parent or legal 
guardian. In the case of the parent of a minor, the proof of identity 
shall be a certified or authenticated copy of the minor’s birth 
certificate. In the case of a legal guardian of an individual who has 
been declared incompetent due to physical or mental incapacity or 
age by a court of competent jurisdiction, the proof of identity shall 
be a certified or authenticated copy of the court’s order. For 
purposes of the Act, a parent or legal guardian may represent only 
a living individual, not a decedent. A parent or legal guardian may 
be accompanied during personal access to a record by another 
individual, provided the provisions of § 102.25(f) are satisfied. 


(e) When the provisions of this subpart are alleged to impede an 
individual in exercising his or her right to access, USPTO will 
consider, from an individual making a request, alternative sugges- 
tions regarding proof of identity and access to records. 


(f) An individual shall not be required to state a reason or 
otherwise justify his or her request for access to a record. 


§ 102.25 Disclosure of requested records to individuals. 


(a)(1) The Privacy Officer shall act promptly upon each request. 
Every effort will be made to respond within ten working days (i.e., 
excluding Saturdays, Sundays, and legal public holidays) of the 
date of receipt. If a response cannot be made within ten working 
days due to unusual circumstances, the Privacy Officer shall send 
an acknowledgment during that period providing information on 
the status of the request and asking for any further information that 
may be necessary to process the request. “Unusual circumstances” 
shall include circumstances in which 
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(i) a search for and collection of requested records from inactive 
storage, field facilities or other establishments is required; 


(ii) a voluminous amount of data is involved; 


(iii) information on other individuals must be separated or 
expunged from the particular record; or 


(iv) consultations with other agencies having a substantial 
interest in the determination of the request are necessary. 


(2) If the Privacy Officer fails to send an acknowledgment 
within ten working days, as provided in paragraph (a) of this 
section, the requester may ask the General Counsel to take 
corrective action. No failure of the Privacy Officer to send an 
acknowledgment shall confer administrative finality for purposes 
of judicial review. 


(b) Grant of access--(1) Notification. An individual shall be 
granted access to a record pertaining to him or her, except where 
the provisions of paragraph (g)(1) of this section apply. The 
Privacy Officer will notify the individual of a determination to 
grant access, and provide the following information: 


(i) The methods of access, as set forth in paragraph (b)(2) of this 
section; 


(ii) The place at which the record may be inspected; 


(iii) The earliest date on which the record may be inspected and 
the period of time that the records will remain available for 
inspection. In no event shall the earliest date be later than thirty 
calendar days from the date of notification; 


(iv) The estimated date by which a copy of the record could be 
mailed and the estimate of fees pursuant to [0015] § 102.31. In 
no event shall the estimated date be later than thirty calendar days 
from the date of notification; 


(v) The fact that the individual, if he or she wishes, may be 
accompanied by another individual during personal access, subject 
to the procedures set forth in paragraph (f) of this section; and, 


(vi) Any additional requirements needed to grant access to a 
specific record. 

(2) Methods of access. The following methods of access to 
records by an individual may be available depending on the 
circumstances of a given situation: 


(i) Inspection in person may be had in a location specified by the 
Privacy Officer during business hours; 


(ii) Transfer of records to a Federal facility more convenient to 
the individual may be arranged, but only if the Privacy Officer 
determines that a suitable facility is available, that the individual’s 
access can be properly supervised at that facility, and that 
transmittal of the records to that facility will not unduly interfere 
with operations of USPTO or involve unreasonable costs, in terms 
of both money and manpower; and 


(iii) Copies may be mailed at the request of the individual, 
subject to payment of the fees prescribed in § 102.31. USPTO, on 
its Own initiative, may elect to provide a copy by mail, in which 
case no fee will be charged the individual. 


(c) Access to medical records is governed by the provisions of 
§ 102.26. 


(d) USPTO will supply such other information and assistance at 
the time of access as to make the record intelligible to the 
individual. 


(e) USPTO reserves the right to limit access to copies and 
abstracts of original records, rather than the original records. This 
election would be appropriate, for example, when the record is in 
an automated data media such as tape or diskette, when the record 
contains information on other individuals, and when deletion of 
information is permissible under exemptions (for example, 5 
U.S.C. 552a(k)(2)). In no event shall original records of USPTO be 
made available to the individual except under the immediate 
supervision of the Privacy Officer or the Privacy Officer’s desig- 
nee. 
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(f) Any individual who requests access to a record pertaining to 
that individual may be accompanied by another individual of his or 
her choice. “Accompanied” includes discussion of the record in 
the presence of the other individual. The individual to whom the 
record pertains shall authorize the presence of the other individual 
in writing. The authorization shall include the name of the other 
individual, a specific description of the record to which access is 
sought, the USPTO control number assigned to the request, the 
date, and the signature of the individual to whom the record 
pertains. The other individual shall sign the authorization in the 
presence of the Privacy Officer. An individual shall not be required 
to state a reason or otherwise justify his or her decision to be 
accompanied by another individual during personal access to a 
record. 


(g) Initial denial of access--(1) Grounds. Access by an indi- 
vidual to a record which pertains to that individual will be denied 
only upon a determination by the Privacy Officer that: 


(i) The record is exempt under § 102.33 or § 102.34, or exempt 
by determination of another agency publishing notice of the 
system of records, as described in § 102.23(f); 


(ii) The record is information compiled in reasonable anticipa- 
tion of a civil action or proceeding; 


(iii) The provisions of § 102.26 pertaining to medical records 
temporarily have been invoked; or 


(iv) The individual has unreasonably failed to comply with the 
procedural requirements of this part. 


(2) Notification. The Privacy Officer shall give notice of denial 
of access to records to the individual in writing and shall include 
the following information: 


(i) The Privacy Officer’s name and title or position; 
(ii) The date of the denial; 


(iii) The reasons for the denial, including citation to the 
appropriate section of the Act and this part; 


(iv) The individual’s opportunities, if any, for further adminis- 
trative consideration, including the identity and address of the 
responsible official. If no further administrative consideration 
within USPTO is available, the notice shall state that the denial is 
administratively final; and 


(v) If stated to be administratively final within USPTO, the 
individual’s right to judicial review provided under 5 U.S.C. 
552a(g)(1), as limited by 5 U.S.C. 552a(g)(5). 


issued by the Privacy Officer, the individual’s opportunities for 
further consideration shall be as follows: 


(3) Administrative review. When an initial denial of a request is 


(i) As to denial under paragraph (g)(1)(i) of this section, two 
opportunities for further consideration are available in the alter- 
native: 


(A) If the individual contests the application of the exemption to 
the records, review procedures in § 102.25(g)(3)(ii) shall apply; or 


(B) If the individual challenges the exemption itself, the 
procedure is a petition for the issuance, amendment, or repeal of a 
rule under 5 U.S.C. 553(e). If the exemption was determined by 
USPTO, such petition shall be filed with the General Counsel. If 
the exemption was determined by another agency (as described in 
§ 102.23(f)), USPTO will provide the individual with the name 
and address of the other agency and any relief sought by the 
individual shall be that provided by the regulations of the other 
agency.Within USPTO, no such denial is administratively final 
until such a petition has been filed by the individual and disposed 
of on the merits by the General Counsel. 


(ii) As to denial under paragraphs (g)(1){ii) of this section, 
(g)(1)(iv) of this section or (to the limited extent provided in 
paragraph (g)(3)(i)(A) of this section) paragraph (g)(1)(i) of this 
section, the individual may file for review with the General 
Counsel, as indicated in the Privacy Officer’s initial denial 
notification. The procedures appearing in § 102.28 shall be 
followed by both the individual and USPTO to the maximum 
extent practicable. 
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(iii) As to denial under paragraph (g)(1)(iii) of this section, no 
further administrative consideration within USPTO is available 
because the denial is not administratively final until expiration of 
the time period indicated in § 102.26(a). 


(h) If a request is partially granted and partially denied, the 
Privacy Officer shali follow the appropriate procedures of this 
section as to the records within the grant and the records within the 
denial 


§ 102.26 Special procedures: Medical records. 


(a) No response to any request for access to medical records by 
an individual will be issued by the Privacy Officer for a period of 
seven working days (i.e., excluding Saturdays, Sundays, and legal 
public holidays) from the date of receipt. 


(b) USPTO has published as a routine use, for all systems of 
records containing medical records, consultations with an indi- 
vidual’s physician or psychologist if, in the sole judgment of 
USPTO, disclosure could have an adverse effect upon the indi- 
vidual. The mandatory waiting period set forth in paragraph (a) of 
this section will permit exercise of this routine use in appropriate 
cases. USPTO will pay no cost of any such consultation. 


(c) In every case of a request by an individual for access to 
medical records, the Privacy Officer shall: 


(1) Inform the individual of the waiting period prescribed in 
paragraph (a) of this section; 


(2) Obtain the name and address of the individual’s physician 
and/or psychologist, if the individual consents to give them; 


(3) Obtain specific, written consent for USPTO to consult the 
individual’s physician and/or psychologist in the event that 
USPTO believes such consultation is advisable, if the individual 
consents to give such authorization; 


(4) Obtain specific, written consent for USPTO to provide the 
medical records to the individual’s physician or psychologist in the 
event that USPTO believes access to the record by the individual 
is best effected under the guidance of the individual’s physician or 
psychologist, if the individual consents to give such authorization; 
and 


(5) Forward the individual’s medical record to USPTO’s medi- 
cal expert for review and a determination on whether consultation 
with or transmittal of the medical records to the individual’s 
physician or psychologist is warranted. If the consultation with or 
transmittal of such records to the individual’s physician or psy- 
chologist is determined to be warranted, USPTO’s medical expert 
shall so consult or transmit. Whether or not such a consultation or 
transmittal occurs, USPTO’s medical officer shall provide instruc- 
tion to the Privacy Officer regarding the conditions of access by the 
individual to his or her medical records. 


(d) If an individual refuses in writing to give the names and 
consents set forth in paragraphs (c)(2) through (c)(4) of this 
section and USPTO has determined that disclosure could have an 
adverse effect upon the individual, USPTO shall give the indi- 
vidual access to said records by means of a copy, provided without 
cost to the requester, sent registered mail return receipt requested. 


§ 102.27 Procedures for making requests for correction or amend- 
ment. 


(a) Any individual, regardless of age, who is a citizen of the 
United States or an alien lawfully admitted for permanent resi- 
dence into the United States may submit a request for correction or 
amendment to USPTO. The request should be made either in 
person or by mail addressed to the Privacy Officer who processed 
the individual's request for access to the record, and to whom is 
delegated authority to make initial determinations on requests for 
correction or amendment. The office of the Privacy Officer is open 
to the public between the hours of 9:00 a.m. and 4:00 p.m., 
Monday through Friday (excluding legal public holidays). 


(b) Requests submitted by mail should include the words 
“PRIVACY ACT REQUEST” in capital letters at the top of the 
letter and on the face of the envelope. Any request which is not 
addressed as specified in paragraph (a) of this section or which is 
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not marked as specified in this paragraph will be so addressed and 
marked by USPTO personnel and forwarded immediately to the 
Privacy Officer. A request which is not properly addressed by the 
individual will not be deemed to have been “received” for 
purposes of measuring the time period for response until actual 
receipt by the Privacy Officer. In each instance when a request so 
forwarded is received, the Privacy Officer shall notify the indi- 
vidual that his or her request was improperly addressed and the 
date the request was received at the proper address. 


(c) Since the request, in all cases, will follow a request for 
access under § 102.25, the individual’s identity will be established 
by his or her signature on the request and use of the USPTO 
control number assigned to the request. 


(d) A request for correction or amendment should include the 
following: 


(1) Specific identification of the record sought to be corrected or 
amended (for example, description, title, date, paragraph, sen- 
tence, line and words); 


(2) The specific wording to be deleted, if any; 


(3) The specific wording to be inserted or added, if any, and the 
exact place at which to be inserted or added; and 


(4) A statement of the basis for the requested correction or 
amendment, with all available supporting documents and materials 
which substantiate the statement. The statement should identify the 
criterion of the Act being invoked, that is, whether the information 
in the record is unnecessary, inaccurate, irrelevant, untimely or 
incomplete. 


§ 102.28 Review of requests for correction or amendment. 


(a)(1)(i) Not later than ten working days (i.e., excluding 
Saturdays, Sundays and legal public holidays) after receipt of a 
request to correct or amend a record, the Privacy Officer shall send 
an acknowledgment providing an estimate of time within which 
action will be taken on the request and asking for such further 
information as may be necessary to process the request. The 
estimate of time may take into account unusual circumstances as 
described in § 102.25(a). No acknowledgment will be sent if the 
request can be reviewed, processed, and the individual notified of 
the results of review (either compliance or denial) within the ten 
working days. Requests filed in person will be acknowledged in 
writing at the time submitted. 


(ii) If the Privacy Officer fails to send the acknowledgment 
within ten working days, as provided in paragraph (a)(1)(i) of this 
section, the requester may ask the General Counsel to take 
corrective action. No failure of the Privacy Officer to send an 
acknowledgment shall confer administrative finality for purposes 
of judicial review. 


(2) Promptly after acknowledging receipt of a request, or after 
receiving such further information as might have been requested, 
or after arriving at a decision within the ten working days, the 
Privacy Officer shall either: 


(i) Make the requested correction or amendment and advise the 
individual in writing of such action, providing either a copy of the 
corrected or amended record or a statement as to the means 
whereby the correction or amendment was effected in cases where 
a copy cannot be provided (for example, erasure of information 
from a record maintained only in magnetically recorded computer 
files); or 


(ii) Inform the individual in writing that his or her request is 
denied and provide the following information: 


(A) The Privacy Officer’s name and title or position; 
(B) The date of the denial; 


(C) The reasons for the denial, including citation to the 
appropriate sections of the Act and this subpart; and 


(D) The procedures for appeal of the denial as set forth in § 
102.29, including the address of the General Counsel. 
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(3) The term promptly in this section means within thirty 
working days (i.e., excluding Saturdays, Sundays, and legal public 
holidays). If the Privacy Officer cannot make the determination 
within thirty working days, the individual will be advised in 
writing of the reason therefor and of the estimated date by which 
the determination will be made. 


(b) Whenever an individual’s record is corrected or amended 
pursuant to a request by that individual, the Privacy Officer shall 
be responsible for notifying all persons and agencies to which the 
corrected or amended portion of the record had been disclosed 
prior to its correction or amendment, if an accounting of such 
disclosure required by the Act was made. The notification shall 
require a recipient agency maintaining the record to acknowledge 
receipt of the notification, to correct or amend the record, and to 
apprise any agency or person to which it had disclosed the record 
of the substance of the correction or amendment. 


(c) The following criteria will be considered by the Privacy 
Officer in reviewing a request for correction or amendment: 


(1) The sufficiency of the evidence submitted by the individual; 
(2) The factual accuracy of the information; 


(3) The relevance and necessity of the information in terms of 
purpose for which it was collected; 


(4) The timeliness and currency of the information in light of the 
purpose for which it was collected; 


(5) The completeness of the information in terms of the purpose 
for which it was collected; 


(6) The degree of risk that denial of the request could unfairly 
result in determinations adverse to the individual; 


(7) The character of the record sought to be corrected or 
amended; and 


(8) The propriety and feasibility of complying with the specific 
means of correction or amendment requested by the individual. 


(d) USPTO will not undertake to gather evidence for the 
individual, but does reserve the right to verify the evidence which 
the individual submits. 


(e) Correction or amendment of a record requested by an 
individual will be denied only upon a determination by the Privacy 
Officer that: 


(1) The individual has failed to establish, by a preponderance of 
the evidence, the propriety of the correction or amendment in light 
of the criteria set forth in paragraph (c) of this section; 


(2) The record sought to be corrected or amended is part of the 
official record in a terminated judicial, quasi-judicial, or quasi- 
legislative proceeding to which the individual was a party or 
participant; 


(3) The information in the record sought to be corrected or 
amended, or the record sought to be corrected or amended, is the 
subject of a pending judicial, quasi-judicial, or quasi-legislative 
proceeding to which the individual is a party or participant; 


(4) The correction or amendment would violate a duly enacted 
statute or promulgated regulation; or 


(5) The individual has unreasonably failed to comply with the 
procedural requirements of this part. 


(f) If a request is partially granted and partially denied, the 
Privacy Officer shall follow the appropriate procedures of this 
section as to the records within the grant and the records within the 
denial. 


§ 102.29 Appeal of initial adverse determination on correction or 
amendment. 


(a) When a request for correction or amendment has been denied 
initially under § 102.28, the individual may submit a written 
appeal within thirty working days (i.e., excluding Saturdays, 
Sundays and legal public holidays) after the date of the initial 
denial. When an appeal is submitted by mail, the postmark is 
conclusive as to timeliness. 
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(b) An appeal should be addressed to the General Counsel, 
United States Patent and Trademark Office, WASHINGTON DC 
20231. An appeal should include the words “PRIVACY APPEAL” 
in capital letters at the top of the letter and on the face of the 
envelope. An appeal not addressed and marked as provided herein 
will be so marked by USPTO personnel when it is so identified and 
will be forwarded immediately to the General Counsel. An appeal 
which is not properly addressed by the individual will not be 
deemed to have been “received“ for purposes of measuring the 
time periods in this section until actual receipt by the General 
Counsel. In each instance when an appeal so forwarded is 
received, the General Counsel shall notify the individual that his or 
her appeal was improperly addressed and the date when the appeal 
was received at the proper address. 


(c) The individual’s appeal shall include a statement of the 
reasons why the initial denial is believed to be in error and 
USPTO’s control number assigned to the request. The appeal shall 
be signed by the individual. The record which the individual 
requests be corrected or amended and all correspondence between 
the Privacy Officer and the requester will be furnished by the 
Privacy Officer who issued the initial denial.Although the forego- 
ing normally will comprise the entire record on appeal, the General 
Counsel may seek additional information necessary to assure that 
the final determination is fair and equitable and, in such instances, 
disclose the additional information to the individual to the greatest 
extent possible, and provide an opportunity for comment thereon. 


(d) No personal appearance or hearing on appeal will be 
allowed. 


(e) The General Counsel shall act upon the appeal and issue a 
final determination in writing not later than thirty working days 
(i.e., excluding Saturdays, Sundays and legal public holidays) 
from the date on which the appeal is received, except that the 
General Counsel may extend the thirty days upon deciding that a 
fair and equitable review cannot be made within that period, but 
only if the individual is advised in writing of the reason for the 
extension and the estimated date by which a final determination 
will issue. The estimated date should not be later than the sixtieth 
working day after receipt of the appeal unless unusual circum- 
stances, as described in § 102.25(a), are met. 


(f) If the appeal is determined in favor of the individual, the final 
determination shall include the specific corrections or amendments 
to be made and a copy thereof shall be transmitted promptly both 
to the individual and to the Privacy Officer who issued the initial 
denial. Upon receipt of such final determination, the Privacy 
Officer promptly shall take the actions set forth in § 102.28(a)(2)(i) 
and (b). 


(g) If the appeal is denied, the final determination shall be 
transmitted promptly to the individual and state the reasons for the 
denial. The notice of final determination also shall inform the 
individual of the following: 


(1) The right of the individual under the Act to file a concise 
statement of reasons for disagreeing with the final determination. 
The statement ordinarily should not exceed one page and USPTO 
reserves the right to reject a statement of excessive length. Such a 
statement shall be filed with the General Counsel. It should 
provide the USPTO control number assigned to the request, 
indicate the date of the final determination and be signed by the 
individual. The General Counsel shall acknowledge receipt of such 
statement and inform the individual of the date on which it was 
received. 


(2) The facts that any such disagreement statement filed by the 
individual will be noted in the disputed record, that the purposes 
and uses to which the statement will be put are those applicable to 
the record in which it is noted, and that a copy of the statement will 
be provided to persons and agencies to which the record is 
disclosed subsequent to the date of receipt of such statement; 


(3) The fact that USPTO will append to any such disagreement 
statement filed by the individual, a copy of the final determination 
or summary thereof which also will be provided to persons and 
agencies to which the disagreement statement is disclosed; and, 


(4) The right of the individual to judicial review of the final 
determination under 5 U.S.C. 552a(g)(1)(A), as limited by 5 
U.S.C. 552a(g)(5). 
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(h) In making the final determination, the General Counsel shall 
employ the criteria set forth in § 102.28(c) and shall deny an 
appeal only on the grounds set forth in § 102.28(e). 


(i) If an appeal is partially granted and partially denied, the 
General Counsel shall follow the appropriate procedures of this 
section as to the records within the grant and the records within the 
denial. 


(j) Although a copy of the final determination or a summary 
thereof will be treated as part of the individual’s record for 
purposes of disclosure in instances where the individual has filed 
a disagreement statement, it will not be subject to correction or 
amendment by the individual. 


(k) The provisions of paragraphs (g)(1) through (g)(3) of this 
section satisfy the requirements of 5 U.S.C. 552a(e)(3). 


§ 102.30 Disclosure of record to person other than the individual 
to whom it pertains. 


(a) USPTO may disclose a record pertaining to an individual to 
a person other than the individual to whom it pertains only in the 
following instances: 


(1) Upon written request by the individual, including authori- 
zation under § 102.25(f); 


(2) With the prior written consent of the individual; 
(3) To a parent or legal guardian under 5 U.S.C. 552a(h); 


(4) When required by the Act and not covered explicitly by the 
provisions of 5 U.S.C. 552a(b); and 


(5) When permitted under 5 U.S.C. 552a(b)(1) through (12), 
which read as follows:' 


'5 U.S.C. 552a(b)(4) has no application within USPTO. 


(i) To those officers and employees of the agency which 
maintains the record who have a need for the record in the 
performance of their duties; 


(ii) Required under 5 U.S.C. 552 ; 


(iii) For a routine use as defined in 5 U.S.C. 552a(a)(7) and 
described under 5 U.S.C. 552a(e)(4)(D); 


(iv) To the Bureau of the Census for purposes of planning or 
carrying out a census or survey or related activity pursuant to the 
provisions of Title 13; 


(v) To a recipient who has provided the agency with advance 
adequate written assurance that the record will be used solely as a 
statistical research or reporting record, and the record is to be 
transferred in a form that is not individually identifiable; 


(vi) To the National Archives and Records Administration as a 
record which has sufficient historical or other value to warrant its 
continued preservation by the United States Government, or for 
evaluation by the Archivist of the United States or the designee of 
the Archivist to determine whether the record has such value; 


(vii) To another agency or to an instrumentality of any govern- 
mental jurisdiction within or under the control of the United States 
for a civil or criminal law enforcement activity if the activity is 
authorized by law, and if the head of the agency or instrumentality 
has made a written request to the agency which maintains the 
record specifying the particular portion desired and the law 
enforcement activity for which the record is sought; 


(viii) To a person pursuant to a showing of compelling circum- 
stances affecting the health or safety of an individual if upon such 
disclosure notification is transmitted to the last known address of 
such individual; 


(ix) To either House of Congress, or, to the extent of matter 
within its jurisdiction, any committee or subcommittee thereof, 
any joint committee of Congress or subcommittee of any such 
joint committee; 


(x) To the Comptroller General, or any of his authorized 
representatives, in the course of the performance of the duties of 
the General Accounting Office: 
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(xi) Pursuant to the order of a court of competent jurisdiction; or 


(xii) To a consumer reporting agency in accordance with 
3711(e) of Title 31. 


(b) The situations referred to in paragraph (a)(4) of this section 
include the following: 


(1) 5 U.S.C. 552a(c)(4) requires dissemination of a corrected or 
amended record or notation of a disagreement statement by 
USPTO in certain circumstances; 


(2) 5 U.S.C. 552a(d) requires disclosure of records to the 
individual to whom they pertain, upon request; and 


(3) 5 U.S.C. 552a(g) authorizes civil action by an individual and 
requires disclosure by USPTO to the court. 


(c) The Privacy Officer shall make an accounting of each 
disclosure by him of any record contained in a system of records 
in accordance with 5 U.S.C. 552a(c) (1) and (2).Except for a 
disclosure made under 5 U.S.C. 552a(b)(7), the Privacy Officer 
shall make such accounting available to any individual, insofar as 
it pertains to that individual, on request submitted in accordance 
with § 102.24. The Privacy Officer shall make reasonable efforts to 
notify any individual when any record in a system of records is 
disclosed to any person under compulsory legal process, promptly 
upon being informed that such process has become a matter of 
public record. 


§ 102.31 Fees. 


The only fees to be charged to or collected from an individual 
under the provisions of this part are for duplication of records at 
the request of the individual. The Privacy Officer shall charge fees 
for duplication of records under the Act in the same way in which 
they charge duplication fees under § 102.11, except as provided in 
this section. 


(a) No fees shall be charged or collected for the following: 
Search for and retrieval of the records; review of the records; 
copying at the initiative of USPTO without a request from the 
individual; transportation of records and personnel; and first-class 
postage. 


(b) It is the policy of USPTO to provide an individual with one 
copy of each record corrected or amended pursuant to his or her 
request without charge as evidence of the correction or amend- 
ment. 


(c) As required by the United States Office of Personnel 
Management in its published regulations implementing the Act, 
USPTO will charge no fee for a single copy of a personnel record 
covered by that agency’s Government-wide published notice of 
systems of records 


§ 102.32 Penalties. 


(a) The Act provides, in pertinent part: Any person who 
knowingly and willfully requests or obtains any record concerning 
an individual from an agency under false pretenses shall be guilty 
of a misdemeanor and fined not more than $5,000. (5 U.S.C. 
552a(i)(3)). 


(b) A person who falsely or fraudulently attempts to obtain 
records under the Act also may be subject to prosecution under 
such other criminal statutes as 18 U.S.C. 494, 495 and 1001. 


§ 102.33 General exemptions. 


(a) Individuals may not have access to records maintained by 
USPTO but which were provided by another agency which has 
determined by regulation that such information is subject to 
general exemption under 5 U.S.C. 552a(j). If such exempt records 
are within a request for access, USPTO will advise the individual 
of their existence and of the name and address of the source 
agency. For any further information concerning the record and the 
exemption, the individual must contact that source agency. 


(b) The general exemption determined to be necessary and 
proper with respect to systems of records maintained by USPTO, 
including the parts of each system to be exempted, the provisions 
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of the Act from which they are exempted, and the justification for 
the exemption, is as follows: Investigative Records--Contract and 
Grant Frauds and Employee Criminal Misconduct--COMMERCE/ 
DEPT.-12. Pursuant to 5 U.S.C. 552a(j)(2), these records are 
hereby determined to be exempt from all provisions of the Act, 
except 5 U.S.C. 552a (b), (c) (1) and (2), (e)(4) (A) through (F), (e) 
(6), (7), (9), (10), and (11), and (i). These exemptions are necessary 
to ensure the proper functions of the law enforcement activity, to 
protect confidential sources of information, to fulfill promises of 
confidentiality, to prevent interference with law enforcement 
proceedings, to avoid the disclosure of investigative techniques, to 
avoid the endangering of law enforcement personnel, to avoid 
premature disclosure of the knowledge of criminal activity and the 
evidentiary bases of possible enforcement actions, and to maintain 
the integrity of the law enforcement process. 


§ 102.34 Specific exemptions. 


(a)(1) Some systems of records under the Act which are 
maintained by USPTO contain, from time-to-time, material subject 
to the exemption appearing at 5 U.S.C. 552a(k)(1), relating to 
national defense and foreign policy materials. The systems of 
records published in the Federal Register by USPTO which are 
within this exemption are: COMMERCE/PAT-TM-6, COM- 
MERCE/PAT-TM-7, COMMERCE/PAT-TM-8, COMMERCE/ 
PAT-TM-9. 


(2) USPTO hereby asserts a claim to exemption of such 
materials wherever they might appear in such systems of records, 
or any systems of records, at present or in the future. The materials 
would be exempt from 5 U.S.C. 552a (c)(3), (d), (e)(1), (e)(4) (G), 
(H), and (I), and (f) to protect materials required by Executive 
order to be kept secret in the interest of the national defense and 
foreign policy. 


(b) The specific exemptions determined to be necessary and 
proper with respect to systems of records maintained by USPTO, 
including the parts of each system to be exempted, the provisions 
of the Act from which they are exempted, and the justification for 
the exemption, are as follows: 


(1)G) Exempt under 5 U.S.C. 552a(k)(2). The systems of 
records exempt (some only conditionally), the sections of the Act 
from which exempted, and the reasons therefor are as follows: 


(A) Investigative Records--Contract and Grant Frauds and 
Employee Criminal Misconduct--COMMERCE/DEPT-12, but 
only on condition that the general exemption claimed in [0015] 

§ 102.33(b)(3) is held to be invalid; 


(B) Investigative Records--Persons Within the Investigative 
Jurisdiction of USPTO--COMMERCE/DEPT- 13; 


(C) Litigation, Claims and Administrative Proceeding Records-- 
COMMERCE/DEPT-14; 


(D) Attorneys and Agents Registered to Practice Before the 
Office--COMMERCE/PAT-TM-1; 


(E) Complaints, Investigations and Disciplinary Proceedings 
Relating to Registered Patent Attorneys and Agents--COM- 
MERCE/PAT-TM-2; and 


(F) Non-Registered Persons Rendering Assistance to Patent 
Applicants--COMMERCE/PAT-TM-S. 


(ii) The foregoing are exempted from 5 U.S.C. 552a (c)(3), (d), 
(e)(1), (e)(4)(G), (H), and (1), and (f). The reasons for asserting the 
exemption are to prevent subjects of investigation from frustrating 
the investigatory process, to insure the proper functioning and 
integrity of law enforcement activities, to prevent disclosure of 
investigative techniques, to maintain the ability to obtain necessary 
information, to fulfill commitments made to sources to protect 
their identities and the confidentiality of information and to avoid 
endangering these sources and law enforcement personnel. Special 
note is taken of the fact that the proviso clause in this exemption 
imports due process and procedural protections for the individual. 
The existence and general character of the information exempted 
will be made known to the individual to whom it pertains. 
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(2)(i) Exempt under 5 U.S.C. 552a(k)(5). The systems of 
records exempt (some only conditionally), the sections of the act 
from which exempted, and the reasons therefor are as follows: 


(A) Investigative Records--Contract and Grant Frauds and 
Employee Criminal Misconduct--COMMERCE/DEPT-12, but 
only on condition that the general exemption claimed in § 
102.33(b)(3) is held to be invalid; 


(B) Investigative Records--Persons Within the Investigative 
Jurisdiction of USPTO--COMMERCE/DEPT- 13; and 


(C) Litigation, Claims, and Administrative Proceeding 
Records--COMMERCE/DEPT- 14. 


(ii) The foregoing are exempted from 5 U.S.C. 552a (c)(3), (d), 
(e)(1), (e)(4) (G). (H), and (1), and (f). The reasons for asserting the 
exemption are to maintain the ability to obtain candid and 
necessary information, to fulfill commitments made to sources to 
protect the confidentiality of information, to avoid endangering 
these sources and, ultimately, to facilitate proper selection or 
continuance of the best applicants or persons for a given position 
or contract. Special note is made of the limitation on the extent to 
which this exemption may be asserted. The existence and general 
character of the information exempted will be made known to the 
individual to whom it pertains. 


(c) At the present time, USPTO claims no exemption under 5 
U.S.C. 552a(k) (3), (4), (6) and (7). 


APPENDIX TO PART 102 -- SYSTEMS OF RECORDS NO- 
TICED BY OTHER FEDERAL AGENCIES! AND APPLI- 
CABLE TO USPTO RECORDS AND APPLICABILITY OF 
THIS PART THERETO 





Category of Records Other Federal Agency 

Federal Personnel 
Records. 

Federal Employee 
Compensation Act 
Program. 

Equal Employment 
Opportunity Appeal 
Complaints. 

Formal Complaints/ 
Appeals of Adverse 
Personnel Actions. 


Office of Personnel 
Management.~ 
Department of Labor.* 


Equal Employment 
Opportunity 9Commission.* 


Merit Systems 
Protection Board.* 





‘Other than systems of records noticed by the Department of Commerce. 
Where the system of records applies only to USPTO, these regulations 
apply. Where the system of records applies generally to components of the 
Department of Commerce, the regulations of that department attach at the 
point of any denial for access or for correction or amendment. 


?The provisions of this part do not apply to these records covered by notices 
of systems of records published by the Office of Personnel Management for 
all agencies. The regulations of OPM alone apply. 


‘The provisions of this part apply only initially to these records covered by 
notices of systems of records published by the U.S. Department of Labor for 
all agencies. The regulations of that department attach at the point of any 
denial for access or for correction or amendment. 


*The provisions of this part do not apply to these records covered by notices 
of systems of records published by the Equal Employment Opportunity 
Commission for all agencies. The regulations of the Commission alone 
apply. 

SThe provisions of this part do not apply to these records covered by notices 


of systems of records published by the Merit Systems Protection Board for 
all agencies. The regulations of the Board alone apply 


Q. TODD DICKINSON 

Under Secretary of Commerce for 
Intellectual Property and Director of the 
United States Patent and Trademark Office 


[1238 TMOG 148] 





1243 TMOG 884 
(285) 
(285) DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
37 CFR Part 102 
RIN: 0651-AB21 


Public Information, Freedom of Information and Privacy 


AGENCY: United States Patent and Trademark Office, Com 
merce 


ACTION: Notice of proposed rulemaking 


SUMMARY: The United States Patent and Trademark Office 
proposes to add regulations implementing the Freedom of Infor- 
mation Act (FOIA), including the Electronic Freedom of Informa- 
tion Act (EFOIA) Amendments of 1996, and the Privacy Act (PA) 
These proposed rules are based on rules recently proposed by the 
Department of Commerce. 


DATES: Comments must be received on or before August 7, 2000. 
ADDRESSES: Send all comments- 


1. Electronically to “PBORulemaking@uspto.gov’’, Subject: 
FOIA/PA Rules; 


2. By mail to Director of the United States Patent and Trade- 
mark Office, Box 8, Washington, D.C. 20231, ATTN: FOIA/PA 
Rules; or 


3. By facsimile to 703-305-9373, ATTN: FOIA/PA Rules. 


FOR FURTHER INFORMATION CONTACT: Joseph G. Pic- 
colo, 703-305-9035. 


SUPPLEMENTARY INFORMATION: 
Comment Format 


USPTO prefers to receive comments in electronic form, either 
via the Internet or on a 3 1/4 inch diskette. Comments submitted 
in electronic form should be submitted as ASCII text. Special 
characters and encryption should not be used. 


Background 


The Patent and Trademark Office Efficiency Act (PTOEA) (Pub. 
L. 106-113, 113 Stat. 1501A-572) reestablished the Patent and 
Trademark Office as United States Patent and Trademark Office 
(USPTO), a performance-based organization with responsibility 
for its own operations. Consequently, USPTO has or is gaining 
many functions formerly provided by the Department of Com- 
merce. The rules proposed in this notice adopt the substance of 
rules recently proposed by the Department of Commerce, 65 FR 
34606 (May 31, 2000). Where appropriate, these proposed rules 
have been streamlined and tailored to reflect the practices of 
USPTO and its constituencies. In particular, USPTO has no 
national security classification authority so determinations regard- 
ing classified records will be referred to the classifying authority. 
Moreover, the proposed Commerce rules provide a great deal of 
guidance to its component bureaus. USPTO will not decentralize 
its initial action authority to its business units. These proposed 
rules will apply to FOIA and Privacy Act requests filed after 
October 1, 2000. 


Other Considerations 
This rule is not significant under Executive Order 12866. 


This rule does not contain a “collection of information’’ as 
defined by the Paperwork Reduction Act. 


In accordance with the Regulatory Flexibility Act (5 U.S.C. 
605(b)), the USPTO General Counsel has certified to the Chief 
Counsel for Advocacy of the Smail Business Administration that 
this rule will not have a significant economic impact on a 
substantial number of small entities. Under FOIA, agencies may 
recover only the direct costs of searching for, reviewing, and 
duplicating the records processed for requesters. Moreover, both 
FOIA and these rules set thresholds below which fees are not 
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charged to reduce the effect of FOIA fees still further. Further, the 
number of “small entities’’ (within the meaning of the Regulatory 
Flexibility Act) that make FOIA requests is relatively small 
compared to the number of individuals who make such requests. 


List of Subjects in 37 CFR Part 102 


Administrative practice and procedure, Freedom of Information, 
Privacy, Public information. 


For the reasons stated in the preamble, USPTO proposes to 
amend 37 CFR Chapter I by adding Part 102 to read as follows: 


PART 102 - DISCLOSURE OF GOVERNMENT INFORMA- 
TION 


Subpart A - Freedom of Information Act 


Sec. 

102.1 General 

102.2 Public reference facilities. 

102.3 Records under FOIA. 

102.4 Requirements for making requests. 

102.5 Responsibility for responding to requests. 
102.6 Time limits and expedited processing. 
102.7 Responses to requests. 

102.9 Business Information. 

102.10 Appeais from initial determinations or untimely delays. 
102.11 Fees 


Subpart B - Privacy Act 


102.21 Purpose and scope. 

102.22 Definitions. 

102.23 Procedures for making inquiries. 

102.24 Procedures for making requests for records. 

102.25 Disclosure of requested records to individuals. 

102.26 Special procedures: Medical records. 

102.27 Procedures for making requests for correction or amend- 
ment. 

102.28 Review of requests for correction or amendment. 

102.29 Appeal of initial adverse determination on correction or 
amendment. 

102.30 Disclosure of record to person other than the individual to 
whom it pertains. 

102.31 Fees. 

102.32 Penalties. 

102.33 General exemptions. 

102.34 Specific exemptions. 


Appendix to Part 102 - Systems of Records Noticed by Other 
Federal Agencies and Applicable to USPTO Records, and Appli- 
cability of this Part Thereto 


Authority: 5 U.S.C. 552; 5 U.S.C. 552a; 5 U.S.C. 553; 31 
U.S.C. 3717: 35 U.S.C. 2(b)(2), 21, 41, 42, 122; 44 U.S.C. 3101. 


Subpart A - Freedom of Information Act 
Sec. 102.1 General. 


(a) The information in this part is furnished for the guidance of 
the public and in compliance with the requirements of the Freedom 
of Information Act (FOIA), as amended (5 U.S.C. 552). This part 
sets forth the procedures the United States Patent and Trademark 
Office (USPTO) follows to make publicly available the materials 
and indices specified in 5 U.S.C. 552(a)(2) and records requested 
under 5 U.S.C. 552(a)(3). Information routinely provided to the 
public as part of a regular USPTO activity (for example, press 
releases issued by the Office of Public Affairs) may be provided to 
the public without following this part. USPTO’s policy is to make 
discretionary disclosures of records or information exempt from 
disclosure under FOIA whenever disclosure would not foreseeably 
harm an interest protected by a FOIA exemption, but this policy 
does not create any right enforceable in court. 
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(b) As used in this subpart, FOIA Officer means the USPTO 
employee designated to administer FOIA for USPTO. To ensure 
prompt processing of a request, correspondence shouid be ad- 
dressed to the FOIA Officer, United States Patent and Trademark 
Office, Washington DC 20231 or delivered by hand to Crystal Park 
Two, 2121 Crystal Drive, Suite 714, Arlington, Virginia. 


Sec. 102.2 Public reference facilities. 


(a) USPTO maintains a public reference facility that contains 
the records FOIA requires to be made regularly available for 
public inspection and copying: furnishes information and other- 
wise assists the public concerning USPTO operations under FOIA; 
and receives and processes requests for records under FOIA. The 
FOIA Officer is responsible for determining which of USPTO’s 
records are required to be made available for public inspection and 
copying, and for making those records available in USPTO’s 
reference and records inspection facility. The FOIA Officer shall 
maintain and make available for public inspection and copying a 
current subject-matter index of USPTO’s public inspection facility 
records. Each index shall be updated regularly, at least quarterly, 
with respect to newly included records. In accordance with 5 
U.S.C. 552(a)(2), USPTO has determined that it is unnecessary 
and impracticable to publish quarterly, or more frequently, and 
distribute copies of the index and supplements thereto. The public 
reference facility is located in the Public Search Room, Crystal 
Plaza Three, 2021 South Clark Place, Room 1A01, Arlington, 
Virginia. 


(b) The FOIA Officer shall also make public inspection facility 
records created by USPTO on or after November 1, 1996, 
available electronically through USPTO’s World Wide Web site 
(http:// www.uspto.gov). Information available at the site shall 
include: 


(1) The FOIA Officer’s index of the pubiic inspection facility 
records, which indicates which records are available electroni- 
cally: and 


(2) The general index referred to in paragraph (c)(3) of this 
section. 


(c) USPTO maintains and makes available for public inspection 
and copying: 


(1) A current index providing identifying information for the 
public as to any matter that is issued, adopted, or promulgated after 
July 4, 1967, and that is retained as a record and is required to be 
made available or published. Copies of the index are available 
upon request after payment of the direct cost of duplication; 


(2) Copies of records that have been released and that the FOIA 
Officer determines, because of their subject matter, have become 
or are likely to become the subject of subsequent requests for 
substantially the same records; 


(3) A general index of the records described in paragraph (c)(2) 
of this section; 


(4) Final opinions and orders, including concurring and dissent- 
ing opinions made in the adjudication of cases; 


(5) Those statements of policy and interpretations that have been 
adopted by USPTO and are not published in the Federal Register; 
and 


(6) Administrative staff manuals and instructions to staff that 
affect a member of the public. 


Sec. 102.3 Records under FOIA. 


(a) Records under FOIA include all Government records, 
regardless of format, medium or physical characteristics, and 
include electronic records and information, audiotapes, videotapes, 
and photographs. 
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(b) There is no obligation to create, compile, or obtain from 
outside USPTO a record to satisfy a FOIA request. With regard to 
electronic data, the issue of whether records are created or merely 
extracted from an existing database is not always apparent. When 
responding to FOIA requests for electronic data where creation of 
a record or programming becomes an issue, USPTO shall under- 
take reasonable efforts to search for the information in electronic 
format. 


(c) USPTO officials may, upon request, create and provide new 
information pursuant to user fee statutes, such as the first para- 
graph of 15 U.S.C. 1525, or in accordance with authority other- 
wise provided by law. This is outside the scope of FOIA. 


(d) The FOIA Officer shall preserve all correspondence pertain- 
ing to the requests received under this subpart, as well as copies of 
all requested records, until disposition or destruction is authorized 
by Title 44 of the United States Code or a National Archives and 
Records Administration’s General Records Schedule. The FOIA 
Officer shall not dispose of records while they are the subject of a 
pending request, appeal, or lawsuit under FOIA. 


Sec. 102.4 Requirements for making requests. 


(a) A request for USPTO records that are not customarily made 
available to the public as part of USPTO’s regular informational 
services must be in writing, and shall be processed under FOIA, 
regardless of whether FOIA is mentioned in the request. Requests 
should be sent to the USPTO FOIA Officer, United States Patent 
and Trademark Office, Washington DC 20231 (records FOIA 
requires to be made regularly available for public inspection and 
copying are addressed in Sec. 102.2(c)). For the quickest handling, 
the request letter and envelope should be marked “Freedom of 
Information Act Request.’ For requests for records about oneself, 
Sec. 102.24 contains additional requirements. For requests for 
records about another individual, either a written authorization 
signed by that individual permitting disclosure of those records to 
the requester or proof that that individual is deceased (for example, 
a copy of a death certificate or an obituary) facilitates processing 
the request. 


(b) The records requested must be described in enough detail to 
enable USPTO personnel to locate them with a reasonable amount 
of effort. Whenever possible, a request should include specific 
information about each record sought, such as the date, title or 
name, author, recipient, and subject matter of the record, and the 
name and location of the office where the record is located. Also, 
if records about a court case are sought, the title of the case, the 
court in which the case was filed, and the nature of the case should 
be included. If known, any file designations or descriptions for the 
requested records should be included. In general, the more 
specifically the request describes the records sought, the greater 
the likelihood that USPTO will locate those records. If the FOIA 
Officer determines that a request does not reasonably describe 
records, the FOIA Officer will inform the requester what additional 
information is needed or why the request is otherwise insufficient. 
The FOIA Officer also may give the requester an opportunity to 
discuss the request so that it may be modified to meet the 
requirements of this section. 


Sec. 102.5 Responsibility for responding to requests. 


(a) In general. Except as stated in paragraph (b) of this section, 
the USPTO will process FOIA requests directed to USPTO. In 
determining records responsive to a request, the FOIA Officer shall 
include only those records within USPTO’s possession and control 
as of the date the FOIA Officer receives the request. 


(b) Consultations and referrals. If the FOIA Officer receives a 
request for a record in USPTO’s possession in which another 
Federal agency subject to FOIA has the primary interest, the FOIA 
Officer shall refer the record to that agency for direct response to 
the requester. The FOIA Officer shall consult with another Federal 
agency before responding to a requester if the FOIA Officer 
receives a request for a record in which another Federal agency 
subject to FOIA has a significant interest, but not the primary 
interest; or another Federal agency not subject to FOIA has the 





1243 TMOG 886 
(285) 


primary interest or a significant interest. Ordinarily, the agency that 
originated a record will be presumed to have the primary interest 
in it. 


(c) Notice of referral. Whenever a FOIA Officer refers a 
document to another Federal agency for direct response to the 
requester, the FOIA Officer will ordinarily notify the requester in 
writing of the referral and inform the requester of the name of the 
agency to which the document was referred. 


(d) Timing of responses to consultations and referrals. All 
consultations and referrals shall be handled according to the date 
the FOIA request was received by the first Federal agency. 


(e) Agreements regarding consultations and referrals. The FOIA 
Officer may make agreements with other Federal agencies to 
eliminate the need for consultations or referrals for particular types 
of records. 


Sec. 102.6 Time limits and expedited processing. 


(a) In general. The FOIA Officer ordinarily shall respond to 
requests according to their order of receipt. 


(b) Initial response and appeal. Subject to paragraph (c)(1) of 
this section, an initial response shall be made within 20 working 
days (ie., excluding Saturdays, Sundays, and legal public holi- 
days) of the receipt of a request for a record under this part by the 
proper FOIA Officer identified in accordance with Sec. 102.S(a), 
and an appeal shall be decided within 20 working days of its 
receipt by the Office of the General Counsel. 


(c) Unusual circumstances. (1) In unusual circumstances as 
specified in paragraph (c)(2) of this section, the FOIA Officer may 
extend the time limits in paragraph (b) of this section by notifying 
the requester in writing as soon as practicable of the unusual 
circumstances and of the date by which processing of the request 
is expected to be completed. Extensions of time for the initial 
determination and extensions on appeal may not exceed a total of 
ten working days, unless the requester agrees to a longer exten- 
sion, or the FOIA Officer provides the requester with an opportu- 
nity either to limit the scope of the request so that it may be 
processed within the applicable time limit, or to arrange an 
alternative time frame for processing the request or a modified 
request. 


(2) As used in this section, unusual circumstances means, but 
only to the extent reasonably necessary to properly process the 
particular request: 


(i) The need to search for and collect the requested records from 
field facilities or other establishments separate from the office 
processing the request; 


(ii) The need to search for, collect, and appropriately examine a 
voluminous amount of separate and distinct records that are the 
subject of a single request; or 


(iii) The need for consultation, which shall be conducted with all 
practicable speed, with another Federal agency having a substan- 
tial interest in the determination of the request. 


(3) Unusual circumstances do not include a delay that results 
from a predictable workload of requests, unless USPTO demon- 
strates reasonable progress in reducing its backlog of pending 
requests. Refusal to reasonably modify the scope of a request or 
arrange an alternate time frame may affect a requester’s ability to 
obtain judicial review. 


(4) If the FOIA Officer reasonably believes that multiple 
requests submitted by a requester, or by a group of requesters 
acting in concert, constitute a single request that would otherwise 
involve unusual circumstances, and the requests involve clearly 
related matters, the FOIA Officer may aggregate them. Multiple 
requests involving unrelated matters will not be aggregated. 
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(d) Multitrack processing. (1) The FOIA Officer may use two or 
more processing tracks by distinguishing between simple and 
more complex requests based on the number of pages involved, or 
some other measure of the amount of work and/or time needed to 
process the request, and whether the request qualifies for expedited 
processing as described in paragraph (e) of this section. 


(2) The FOIA Officer may provide requesters in a slower track 
with an opportunity to limit the scope of their requests in order to 
qualify for faster processing. The FOIA Officer may contact the 
requester by telephone or by letter, whichever is most efficient in 
each case. 


(e) Expedited processing. (1) Requests and appeals shall be 
taken out of order and given expedited treatment whenever it is 
determined they involve: 


(i) Circumstances in which the lack of expedited treatment 
could reasonably be expected to pose an imminent threat to the life 
or physical safety of an individual; 


(ii) The loss of substantial due process rights; 


(iii) A matter of widespread and exceptional media interest in 
which there exist questions about the Government’s integrity that 
affect public confidence; or 


(iv) An urgency to inform the public about an actual or alleged 
Federal Government activity, if made by a person primarily 
engaged in disseminating information. 


(2) A request for expedited processing may be made at the time 
of the initial request for records or at any later time. For a prompt 
determination, a request for expedited processing should be sent to 
the FOIA Officer. 


(3) A requester who seeks expedited processing must submit a 
statement, certified to be true and correct to the best of that 
person’s knowledge and belief, explaining in detail the basis for 
requesting expedited processing. For example, a requester within 
the category described in paragraph (e)(1)(iv) of this section, if not 
a full-time member of the news media, must establish that he or 
she is a person whose main professional activity or occupation is 
information dissemination, though it need not be his or her sole 
occupation. A requester within the category described in paragraph 
(e)(1 (iv) of this section must also establish a particular urgency to 
inform the public about the Government activity involved in the 
request, beyond the public’s right to know about Government 
activity generally. The formality of certification may be waived as 
a matter of administrative discretion. 


(4) Within ten calendar days of receipt of a request for expedited 
processing, the FOIA Officer will decide whether to grant it and 
shall notify the requester of the decision. If a request for expedited 
treatment is granted, the request shall be given priority and 
processed as soon as practicable. If a request for expedited 
processing is denied, any appeal of that decision shall be acted on 
expeditiously. 


Sec. 102.7 Responses to requests. 


(a) Grants of requests. If the FOIA Officer makes a determina- 
tion to grant a request in whole or in part, the FOIA Officer will 
notify the requester in writing. The FOIA Officer will inform the 
requester in the notice of any fee charged under Sec. 102.11 and 
disclose records to the requester promptly upon payment of any 
applicable fee. Records disclosed in part shall be marked or 
annotated to show each applicable FOIA exemption and the 
amount of information deleted, unless doing so would harm an 
interest protected by an applicable exemption. The location of the 
information deleted shall also be indicated on the record, if 
feasible. 

(b) Adverse determinations of requests. If the FOIA Officer 
makes an adverse determination regarding a request, the FOIA 
Officer will notify the requester of that determination in writing. 
An adverse determination is a denial of a request in any respect, 
namely: A determination to withhold any requested record in 
whole or in part; a determination that a requested record does not 
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exist or cannot be located; a determination that a record is not 
readily reproducible in the form or format sought by the requester; 
a determination that what has been requested is not a record 
subject to FOIA (except that a determination under Sec. 102.11(j) 
that records are to be made available under a fee statute other than 
FOIA is not an adverse determination); a determination against the 
requester on any disputed fee matter, including a denial of a 
request for a fee waiver; or a denial of a request for expedited 
treatment. Each denial letter shall be signed by the FOIA Officer 
and shall include: 

(1) The name and title or position of the denying official; 

(2) A brief statement of the reason(s) for the denial, including 
applicable FOIA exemption(s); 

(3) An estimate of the volume of records or information 
withheld, in number of pages or some other reasonable form of 
estimation. This estimate need not be provided if the volume is 
otherwise indicated through deletions on records disclosed in part, 
or if providing an estimate would harm an interest protected by an 
applicable FOIA exemption; and 

(4) A statement that the denial may be appealed, and a list of the 
requirements for filing an appeal under Sec. 102.10(b). 

Sec. 102.9 Business Information. 

(a) In general. Business information obtained by USPTO from a 
submitter will be disclosed under FOIA only under this section. 

(b) Definitions. For the purposes of this section: 

(1) Business information means commercial or financial infor- 
mation, obtained by USPTO from a submitter, which may be 
protected from disclosure under FOIA exemption 4 (5 U.S.C. 
552(b)(4)). 

(2) Submitter means any person or entity outside the Federal 
Government from whom USPTO obtains business information, 
directly or indirectly. The term includes corporations; state, local 
and tribal governments; and foreign governments. 

(c) Designation of business information. A submitter of business 
information should designate by appropriate markings, either at 
the time of submission or at a reasonable time thereafter, any 
portions of its submission that it considers to be protected from 
disclosure under FOIA exemption 4. These designations will 
expire ten years after the date of the submission unless the 
submitter requests, and provides justification for, a longer desig- 
nation period. 

(d) Notice to submitters. The FOIA Officer shall provide a 
submitter with prompt written notice of a FOIA request or 
administrative appeal that seeks its business information whenever 
required under paragraph (e) of this section, except as provided in 
paragraph (h) of this section, in order to give the submitter an 
opportunity under paragraph (f) of this section to object to 
disclosure of any specified portion of that information. Such 
written notice shall be sent via certified mail, return receipt 
requested, or similar means. The notice shall either describe the 
business information requested or include copies of the requested 
records containing the information. When notification of a large 
number of submitters is required, notification may be made by 
posting or publishing the notice in a place reasonably likely to 
accomplish notification. 

(e) When notice is required. Notice shall be given to the 
submitter whenever: 

(1) The information has been designated in good faith by the 
submitter as protected from disclosure under FOIA exemption 4; 
or 

(2) The FOIA Officer has reason to believe that the information 
may be protected from disclosure under FOIA exemption 4. 


(f) Opportunity to object to disclosure. The FOIA Officer shall 
allow a submitter seven working days (i.e., excluding Saturdays, 
Sundays, and legal public holidays) from the date of receipt of the 
written notice described in paragraph (d) of this section to provide 
the FOIA Officer with a detailed statement of any objection to 
disclosure. The statement must specify all grounds for withholding 
any portion of the information under any exemption of FOIA and, 
in the case of exemption 4, it must show why the information is a 
trade secret or commercial or financial information that is privi- 
leged or confidential. If a submitter fails to respond to the notice 
within the time specified, the submitter will be considered to have 
no objection to disclosure of the information. Information a 
submitter provides under this paragraph may itself be subject to 
disclosure under FOIA. 
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(g) Notice of intent to disclose. The FOIA Officer shall consider a 
submitter’s objections and specific grounds under FOIA for 
nondisclosure in deciding whether to disclose business informa- 
tion. If the FOIA Officer decides to disclose business information 
over the objection of a submitter, the FOIA Officer shall give the 
submitter written notice via certified mail, return receipt requested, 
or similar means, which shall include: 


(1) A statement of reason(s) why the submitter’s objections to 
disclosure were not sustained; 


(2) A description of the business information to be disclosed; 
and 


(3) A statement that the FOIA Officer intends to disclose the 
information seven working days from the date the submitter 
receives the notice. 


(h) Exceptions to notice requirements. The notice requirements 
of paragraphs (d) and (g) of this section shall not apply if: 


(1) The FOIA Officer determines that the information should not 
be disclosed; 


(2) The information has been lawfully published or has been 
officially made available to the public; 


(3) Disclosure of the information is required by statute (other 
than FOIA) or by a regulation issued in accordance with Executive 
Order 12600; or 


(4) The designation made by the submitter under paragraph (c) 
of this section appears obviously frivolous, in which case the FOIA 
Officer shall provide the submitter written notice of any final 
decision to disclose the information seven working days from the 
date the submitter receives the notice. 


(i) Notice of FOIA lawsuit. Whenever a requester files a lawsuit 
seeking to compel the disclosure of business information, the 
FOIA Officer shall promptly notify the submitter. 


(j) Corresponding notice to requesters. Whenever a FOIA 
Officer provides a submitter with notice and an opportunity to 
object to disclosure under paragraph (d) of this section, the FOIA 
Officer shall also notify the requester(s). Whenever a submitter 
files a lawsuit seeking to prevent the disclosure of business 
information, the FOIA Officer shall notify the requester(s). 


Sec. 102.10 Appeals from initial determinations or untimely 
delays. 


(a) If a request for records is initially denied in whole or in part, 
or has not been timely determined, or if a requester receives an 
adverse initial determination regarding any other matter under this 
subpart (as described in Sec. 102.7(b)), the requester may file a 
written appeal, which must be received by the Office of General 
Counsel within thirty calendar days of the date of the written 
denial or, if there has been no determination, may be submitted 
anytime after the due date, including the last extension under Sec. 
102.6(c), of the determination. 


(b) Appeals shall be decided by a Deputy General Counsel. 
Appeals should be addressed to the General Counsel, United States 
Patent and Trademark Office, Washington, DC 20231. Both the 
letter and the appeal envelope should be clearly marked “Freedom 
of Information Appeal’’. The appeal must include a copy of the 
original request and the initial denial, if any, and may include a 
statement of the reasons why the records requested should be made 
available and why the initial denial, if any, was in error. No 
opportunity for personal appearance, oral argument or hearing on 
appeal is provided. 


(c) If an appeal is granted, the person making the appeal shall be 
immediately notified and copies of the releasable documents shall 
be made available promptly thereafter upon receipt of appropriate 
fees determined in accordance with Sec. 102.11. 
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(d) If no determination of an appeal has been sent to the 
requester within the twenty-working-day period specified in Sec. 
102.6(b) or the last extension thereof, the requester is deemed to 
have exhausted his administrative remedies with respect to the 
request, giving rise to a right of judicial review under 5 U.S.C. 
552(a)(6)(C). If the person making a request initiates a civil action 
against USPTO based on the provision in this paragraph, the 
administrative appeal process may continue. 


(e) A determination on appeal shall be in writing and, when it 
denies records in whole or in part, the letter to the requester shall 
include: 


(1) A brief explanation of the basis for the denial, including a list 
of applicable FOIA exemptions and a description of how the 
exemptions apply; 


(2) A statement that the decision is final: 


(3) Notification that judicial review of the denial is available in the 
United States district court for the district in which the requester 
resides or has its principal place of business, the United States 
District Court for the Eastern District of Virginia, or the District of 
Columbia; and 


(4) The name and title or position of the official responsible for 
denying the appeal. 


Sec. 102.11 Fees. 


(a) In general. USPTO shall charge for processing requests 
under FOIA in accordance with paragraph (c) of this section, 
except when fees are limited under paragraph (d) of this section or 
when a waiver or reduction of fees is granted under paragraph (k) 
of this section. USPTO shall collect all applicable fees before 
sending copies of requested records to a requester. Requesters 
must pay fees by check or money order made payable to the 
Treasury of the United States. 


(b) Definitions. For purposes of this section: 


(1) Commercial use request means a request from or on behalf 
of a person who seeks information for a use or purpose that 
furthers his or her commercial, trade, or profit interests, which can 
include furthering those interests through litigation. The FOIA 
Officer shall determine, whenever reasonably possible, the use to 
which a requester will put the requested records. When it appears 
that the requester will put the records to a commercial use, either 
because of the nature of the request itself or because the FOIA 
Officer has reasonable cause to doubt a requester’s stated use, the 
FOIA Officer shali provide the requester a reasonable opportunity 
to submit further clarification. 


(2) Direct costs means those expenses USPTO incurs in 
searching for and duplicating (and, in the case of commercial use 
requests, reviewing) records to respond to a FOIA request. Direct 
costs include, for example, the labor costs of the employee 
performing the work (the basic rate of pay for the employee, plus 
16 percent of that rate to cover benefits). Not included in direct 
costs are overhead expenses such as the costs of space and heating 
or lighting of the facility in which the records are kept. 


(3) Duplication means the making of a copy of a record, or of 
the information contained in it, necessary to respond to a FOIA 
request. Copies may take the form of paper, microform, audiovi- 
sual materials, or electronic records (for example, magnetic tape or 
disk), among others. The FOIA Officer shall honor a requester’s 
specified preference of form or format of disclosure if the record 
is readily reproducible with reasonable efforts in the requested 
form or format. 


(4) Educational institution means a preschool, a public or 
private elementary or secondary school, an institution of under- 
graduate higher education, an institution of graduate higher edu- 
cation, an institution of professional education, or an institution of 
vocational education, that operates a program of scholarly re- 
search. To be in this category, a requester must show that the 
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request is authorized by and is made under the auspices of a 
qualifying institution, and that the records are sought to further 
scholarly research rather than for a commercial use. 


(5) Noncommercial scientific institution means an institution 
that is not operated on a “commercial’’ basis, as that term is 
defined in paragraph (b)(1) of this section, and that is operated 
solely for the purpose of conducting scientific research, the results 
of which are not intended to promote any particular product or 
industry. To be in this category, a requester must show that the 
request is authorized by and is made under the auspices of a 
qualifying institution and that the records are sought to further 
scientific research rather than for a commercial use. 


(6) Representative of the news media, or news media requester 
means any person actively gathering news for an entity that is 
organized and operated to publish or broadcast news to the public. 
The term “news’’ means information that is about current events 
or that would be of current interest to the public. Examples of news 
media entities include television or radio stations broadcasting to 
the public at large and publishers of periodicals (but only if they 
can qualify as disseminators of “news’’) that make their products 
available for purchase or subscription by the general public. For 
“freelance’’ journalists to be regarded as working for a news 
organization, they must demonstrate a solid basis for expecting 
publication through that organization. A publication contract 
would be the clearest proof, but the FOIA Officer shall also look to 
the past publication record of a requester in making this determi- 
nation. To be in this category, a requester must not be seeking the 
requested records for a commercial use. However, a request for 
records supporting the news-dissemination function of the re- 
quester shall not be considered to be for a commercial use. 


(7) Review means the examination of a record located in 
response to a request in order to determine whether any portion of 
it is exempt from disclosure. It also includes processing any record 
for disclosure - for example, doing all that is necessary to redact it 
and prepare it for disclosure. Review costs are recoverable even if 
a record ultimately is not disclosed. Review time does not include 
time spent resolving general legal or policy issues regarding the 
application of exemptions. 


(8) Search means the process of looking for and retrieving 
records or information responsive to a request. It includes page- 
by-page or line-by-line identification of information within records 
and also includes reasonable efforts to locate and retrieve infor- 
mation from records maintained in electronic form or format. The 
FOIA Officer shall ensure that searches are done in the most 
efficient and least expensive manner reasonably possible. 


(c) Fees. In responding to FOIA requests, the FOIA Officer shall 
charge the fees summarized in chart form in paragraphs (c)(1) and 
(c)(2) of this section and explained in paragraphs (c)(3) through 
(c)(5) of this section, unless a waiver or reduction of fees has been 
granted under paragraph (k) of this section. 


(1) The four categories and chargeable fees are: 





Category 
(i) Commercial Use Requesters 


Chargeable fees 

Search, Review, and Duplica- 
tion. 

Duplication (excluding 

the cost of the first 100 pages). 


(ii) Educational and 
Non-commercial 
Scientific Institution 
Requesters 

(iii) Representatives 
of the News Media 


Duplication 

(excluding the cost of the first 
100 pages). 

Search and Duplication 
(excluding the cost of the first 2 
hours of search and 100 pages). 


(iv) All Other 
Requesters 





(2) Uniform fee schedule. 





Service 
(i) Manual search 


Rate 
Actual salary rate of employee 
involved, plus 16 percent of 
salary rate. 
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Actual direct cost, 
including operator time. 


(ii) Computerized search. 


(iii) Duplication of records: 
(A) Paper copy 
reproduction 

(B) Other reproduction 
(e.g., computer disk or 
printout, micro-film, 

micro fiche, or microform). 
(iv) Review of records 
(includes preparation for 
release, i.e. excising). 


$.15 per page 


Actual direct cost, 
including operator time. 


Actual salary rate 

of employee conducting 
review, plus 16 percent 
of salary rate. 





(3) Search. 


(i) Search fees shall be charged for all requests - other than 
requests made by educational institutions, noncommercial scien- 
tific institutions, or representatives of the news media - subject to 
the limitations of paragraph (d) of this section. The FOIA Officer 
will charge for time spent searching even if no responsive records 
are located or if located records are entirely exempt from disclo- 
sure. Search fees shall be the direct costs of conducting the search 
by the involved employees. 


(ii) For computer searches of records, requesters will be charged 
the direct costs of conducting the search, although certain request- 
ers (as provided in paragraph (d)(1) of this section) will be charged 
no search fee and certain other requesters (as provided in para- 
graph (d)(3) of this section) are entitled to the cost equivalent of 
two hours of manual search time without charge. These direct costs 
include the costs, attributable to the search, of operating a central 
processing unit and operator/programmer salary. 


(4) Duplication. Duplication fees will be charged to all request- 
ers, subject to the limitations of paragraph (d) of this section. For 
a paper photocopy of a record (no more than one copy of which 
need be supplied), the fee shall be $.15 cents per page. For copies 
produced by computer, such as tapes or printouts, the FOIA Officer 
shall charge the direct costs, including operator time, of producing 
the copy. For other forms of duplication, the FOIA Officer will 
charge the direct costs of that duplication. 


(5) Review. Review fees shall be charged to requesters who 
make a commercial use request. Review fees shall be charged only 
for the initial record review - the review done when the FOIA 
Officer determines whether an exemption applies to a particular 
record at the initial request level. No charge will be made for 
review at the administrative appeal level for an exemption already 
applied. However, records withheld under an exemption that is 
subsequently determined not to apply may be reviewed again to 
determine whether any other exemption not previously considered 
applies, and the costs of that review are chargeable. Review fees 
shall be the direct costs of conducting the review by the involved 
employees. 


(d) Limitations on charging fees. (1) No search fee will be 
charged for requests by educational institutions, noncommercial 
scientific institutions, or representatives of the news media. 


(2) No search fee or review fee will be charged for a quarter- 
hour period unless more than half of that period is required for 


search or review. 


(3) Except for requesters seeking records for a commercial use, 
the FOIA Officer will provide without charge: 


(i) The first 100 pages of duplication (or the cost equivalent); 
and 


(ii) The first two hours of search (or the cost equivalent). 


(4) Whenever a total fee calculated under paragraph (c) of this 
section is $20.00 or less for any request, no fee will be charged. 
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(5) The provisions of paragraphs (d) (3) and (4) of this section 
work together. This means that for requesters other than those 
seeking records for a commercial use, no fee will be charged 
unless the cost of the search in excess of two hours plus the cost 
of duplication in excess of 100 pages totals more than $20.00. 


(e) Notice of anticipated fees over $20.00. When the FOIA 
Officer determines or estimates that the fees to be charged under 
this section will be more than $20.00, the FOIA Officer shall notify 
the requester of the actual or estimated fees, unless the requester 
has indicated a willingness to pay fees as high as those anticipated. 
If only a portion of the fee can be estimated readily, the FOIA 
Officer shall advise the requester that the estimated fee may be 
only a portion of the total fee. If the FOIA Officer has notified a 
requester that actual or estimated fees are more than $20.00, the 
FOIA Officer shall not consider the request received or process it 
further until the requester agrees to pay the anticipated total fee. 
Any such agreement should be in writing. A notice under this 
paragraph shall offer the requester an opportunity to discuss the 
matter with USPTO personnel in order to reformulate the request 
to meet the requester’s needs at a lower cost. 


(f) Charges for other services. Apart from the other provisions of 
this section, the FOIA Officer shall ordinarily charge the direct cost 
of special services. Such special services could include certifying 
that records are true copies or sending records by other than 
ordinary mail. 


(g) Charging interest. The FOIA Officer shall charge interest on 
any unpaid bill starting on the 31st calendar day following the date 
of billing the requester. Interest charges shall be assessed at the 
rate provided in 31 U.S.C. 3717 and accrue from the date of the 
billing until payment is received by the FOIA Officer. The FOIA 
Officer shall follow the provisions of the Debt Coliection Act of 
1982 (Pub. L. 97- 365, 96 Stat. 1749), as amended, and its 
administrative procedures, including the use of consumer reporting 
agencies, collection agencies, and offset. 


(h) Aggregating requests. If a FOIA Officer reasonably believes 
that a requester or a group of requesters acting together is 
attempting to divide a request into a series of requests for the 
purpose of avoiding fees, the FOIA Officer may aggregate those 
requests and charge accordingly. The FOIA Officer may presume 
that multiple requests of this type made within a 30-calendar-day 
period have been made in order to avoid fees. If requests are 
separated by a longer period, the FOIA Officer shall aggregate 
them only if a solid basis exists for determining that aggregation is 
warranted under all the circumstances involved. Multiple requests 
involving unrelated matters shall not be aggregated. 


(i) Advance payments. (1) For requests other than those de- 
scribed in paragraphs (i)(2) and (3) of this section, the FOIA 
Officer shall not require the requester to make an advance 
payment: a payment made before work is begun or continued on a 
request. Payment owed for work already completed (i.e., a 
payment before copies are sent to a requester) is not an advance 
payment. 


(2) If the FOIA Officer determines or estimates that a total fee 
to be charged under this section will be more than $250.00, the 
requester must pay the entire anticipated fee before beginning to 
process the request, unless the FOIA Officer receives a satisfactory 
assurance of full payment from a requester who has a history of 
prompt payment. 


(3) If a requester has previously failed to pay a properly charged 
FOIA fee to USPTO or another responsible Federal agency within 
30 calendar days of the date of billing, the FOIA Officer shall 
require the requester to pay the full amount due, plus any 
applicable interest, and to make an advance payment of the full 
amount of any anticipated fee, before the FOIA Officer begins to 
process a new request or continues to process a pending request 
from that requester. 


(4) In cases in which the FOIA Officer requires payment under 
paragraphs (i)(2) or (3) of this section, the request shall not be 
considered received and further work will not be done on it until 
the required payment is received. 
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(5) Upon the completion of processing of a request, when a 
specific fee is determined to be payable and appropriate notice has 
been given to the requester, the FOIA Officer shall make records 
available to the requester only upon receipt of full payment of the 
fee. 


(j) Other statutes specifically providing for fees. The fee 
schedule of this section does not apply to fees charged under any 
statute (except for FOIA) that specifically requires USPTO or 
another responsible Federal agency to set and collect fees for 
particular types of records. If records responsive to requests are 
maintained for distribution by agencies operating such statutorily 
based fee schedule programs, the FOIA Officer shall inform 
requesters of how to obtain records from those sources. 


(k) Requirements for waiver or reduction of fees. (1) Records 
responsive to a request will be furnished without charge or at a 
charge reduced below that established under paragraph (c) of this 
section if the FOIA Officer determines, based on all available 
information, that the requester has demonstrated that: 


(i) Disclosure of the requested information is in the public 
interest because it is likely to contribute significantly to public 
understanding of the operations or activities of the Government; 
and 


(ii) Disclosure of the information is not primarily in the 
commercial interest of the requester. 


(2) To determine whether the first fee waiver requirement is met, 
the FOIA Officer shall consider the following factors: 


(i) The subject of the request: whether the subject of the 
requested records concerns the operations or activities of the 
Government. The subject of the requested records must concern 
identifiable operations or activities of the Federal Government, 
with a connection that is direct and clear, not remote or attenuated. 


(ii) The informative value of the information to be disclosed: 
whether the disclosure is “likely to contribute’’ to an understand- 
ing of Government operations or activities. The disclosable por- 
tions of the requested records must be meaningfully informative 
about Government operations or activities in order to be “likely to 
contribute’’ to an increased public understanding of those opera- 
tions or activities. The disclosure of information that already is in 
the public domain, in either a duplicative or a substantially 
identical form, would not be likely to contribute to such under- 
standing. 


(iii) The contribution to an understanding of the subject by the 
public likely to result from disclosure: whether disclosure of the 
requested information will contribute to the understanding of a 
reasonably broad audience of persons interested in the subject, as 
opposed to the individual understanding of the requester. A 
requester’s expertise in the subject area and ability and intention to 
effectively convey information to the public shall be considered. It 
shall be presumed that a representative of the news media satisfies 
this consideration. It shall be presumed that a requester who 
merely provides information to media sources does not satisfy this 
consideration. 


(iv) The significance of the contribution to public understand- 
ing: whether the disclosure is likely to contribute “significantly”’ 
to public understanding of Government operations or activities. 
The public’s understanding of the subject in question prior to the 
disclosure must be significantly enhanced by the disclosure. 


(3) To determine whether the second fee waiver requirement is 
met, the FOIA Officer shall consider the following factors: 


(i) The existence and magnitude of a commercial interest: 
whether the requester has a commercial interest that would be 
furthered by the requested disclosure. The FOIA Officer shall 
consider any commercial interest of the requester (with reference 
to the definition of “commercial use request’’ in paragraph (b)(1) 
of this section), or of any person on whose behalf the requester 
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may be acting, that would be furthered by the requested disclosure. 
Requesters shall be given an opportunity to provide explanatory 
information regarding this consideration. 


(ii) The primary interest in disclosure: whether any identified 
commercial interest of the requester is sufficiently large, in 
comparison with the public interest in disclosure, that disclosure is 
“primarily in the commercial interest of the requester.’’ A fee 
waiver or reduction is justified if the public interest standard 
(paragraph (k)(1)(i) of this section) is satisfied and the public 
interest is greater than any identified commercial interest in 
disclosure. The FOIA Officer ordinarily shall presume that if a 
news media requester has satisfied the public interest standard, the 
public interest is the primary interest served by disclosure to that 
requester. Disclosure to data brokers or others who merely compile 
and market Government information for direct economic return 
shall not be presumed to primarily serve the public interest. 


(4) If only some of the records to be released satisfy the 
requirements for a fee waiver, a waiver shall be granted for those 
records. 


(5) Requests for the waiver or reduction of fees should address 
the factors listed in paragraphs (k) (2) and (3) of this section, 
insofar as they apply to each request. 


Subpart B - Privacy Act 
Sec. 102.21 Purpose and scope. 


(a) The purpose of this subpart is to establish policies and 
procedures for implementing the Privacy Act of 1974, as amended 
(5 U.S.C. 552a) (the Act). The main objectives are to facilitate full 
exercise of rights conferred on individuals under the Act and to 
ensure the protection of privacy as to individuals on whom USPTO 
maintains records in systems of records under the Act. USPTO 
accepts the responsibility to act promptly and in accordance with 
the Act upon receipt of any inquiry, request or appeal from a 
citizen of the United States or an alien lawfully admitted for 
permanent residence into the United States, regardless of the age 
of the individual. Further, USPTO accepts the obligations to 
maintain only such information on individuals as is relevant and 
necessary to the performance of its lawful functions, to maintain 
that information with such accuracy, relevancy, timeliness, and 
completeness as is reasonably necessary to assure fairness in 
determinations made by USPTO about the individual, to obtain 
information from the individual to the extent practicable, and to 
take every reasonable step to protect that information from 
unwarranted disclosure. USPTO will maintain no record describ- 
ing how an individual exercises rights guaranteed by the First 
Amendment unless expressly authorized by statute or by the 
individual about whom the record is maintained or unless pertinent 
to and within the scope of an authorized law enforcement activity. 
An individual’s name and address will not be sold or rented by 
USPTO unless such action is specifically authorized by law; 
however, this provision shall not be construed to require the 
withholding of names and addresses otherwise permitted to be 
made public. 


(b) This subpart is administered by the Privacy Officer of 
USPTO. 


(c) Matters outside the scope of this subpart include the 
following: 


(1) Requests for records which do not pertain to the individual 
making the request, or to the individual about whom the request is 
made if the requester is the parent or guardian of the individual; 


(2) Requests involving information pertaining to an individual 
which is in a record or file but not within the scope of a system of 
records notice published in the Federal Register; 


(3) Requests to correct a record where a grievance procedure is 
available to the individual either by regulation or by provision in 
a collective bargaining agreement with USPTO, and the individual 
has initiated, or has expressed in writing the intention of initiating, 





Fesruary 20, 2001 


such grievance procedure. An individual selecting the grievance 
procedure waives the use of the procedures in this subpart to 
correct or amend a record; and, 


(4) Requests for employee-employer services and counseling 
which were routinely granted prior to enactment of the Act, 
including, but not limited to, test calculations of retirement 
benefits, explanations of health and life insurance programs, and 
explanations of tax withholding options. 


(d) Any request for records which pertains to the individual 
making the request, or to the individual about whom the request is 
made if the requester is the parent or guardian of the individual, 
shall be processed under the Act and this subpart and under the 
Freedom of Information Act and USPTO’s implementing regula- 
tions at Subpart A of this part, regardless whether the Act or the 
Freedom of Information Act is mentioned in the request. 


Sec. 102.22 Definitions. 


(a) All terms used in this subpart which are defined in 5 U.S.C. 
552a shall have the same meaning herein. 


(b) As used in this subpart: 


(1) Act means the “Privacy Act of 1974, as amended (5 U.S.C. 
$52a)’’. 


(2) Appeal means a request by an individual to review and 
reverse an initial denial of a request by that individual for 
correction or amendment. 


(3) USPTO means the United States Patent and Trademark 
Office. 


(4) Inquiry means either a request for general information 
regarding the Act and this subpart or a request by an individual (or 
that individual’s parent or guardian) that USPTO determine 
whether it has any record in a system of records which pertains to 
that individual. 


(5) Person means any human being and also shall include but 
not be limited to, corporations, associations, partnerships, trustees, 
receivers, personal representatives, and public or private organi- 
zations. 


(6) Privacy Officer means a USPTO employee designated to 
administer this subpart. 


(7) Request for access means a request by an individual or an 
individual’s parent or guardian to see a record which is in a 
particular system of records and which pertains to that individual. 


(8) Request for correction or amendment means the request by 
an individual or an individual’s parent or guardian that USPTO 
change (either by correction, amendment, addition or deletion) a 
particular record in a system of records which pertains to that 
individual. 


Sec. 102.23 Procedures for making inquiries. 


(a) Any individual, regardless of age, who is a citizen of the 
United States or an alien lawfully admitted for permanent resi- 
dence into the United States may submit an inquiry to USPTO. The 
inquiry should be made either in person at Crystal Park Two, 2121 
Crystal Park Drive, Suite 714, Arlington, Virginia, or by mail 
addressed to the Privacy Officer, United States Patent and Trade- 
mark Office, Washington DC 20231 or to the official identified in 
the notification procedures paragraph of the systems of records 
notice published in the Federal Register. If an individual believes 
USPTO maintains a record pertaining to that individual but does 
not know which system of records might contain such a record, the 
USPTO Privacy Officer will provide assistance in person or by 
mail. 


(b) Inquiries submitted by mail should include the words 
“PRIVACY ACT INQUIRY” in capital letters at the top of the 
letter and on the face of the envelope. If the inquiry is for general 
information regarding the Act and this subpart, no particular 
information is required. USPTO reserves the right to require 
compliance with the identification procedures appearing at Sec. 
102.24(d) where circumstances warrant. If the inquiry is a request 
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that USPTO determine whether it has, in a given system of 
records, a record which pertains to the individual, the following 
information should be submitted: 


(1) Name of individual whose record is sought; 


(2) Individual whose record is sought is either a U.S. citizen or 
an alien lawfully admitted for permanent residence; 


(3) Identifying data that will help locate the record (for example, 
maiden name, occupational license number, period or place of 
employment, etc.); 


(4) Record sought, by description and by record system name, if 
known; 


(5) Action requested (that is, sending information on how to 
exercise rights under the Act; determining whether requested 
record exists; gaining access to requested record; or obtaining 
copy of requested record); 


(6) Copy of court guardianship order or minor’s birth certificate, 
as provided in Sec. 102.24(f)(3), but only if requester is guardian 
or parent of individual whose record is sought: 


(7) Requester’s name (printed), signature, address, and tele- 
phone number (optional); 


(8) Date; and, 


(9) Certification of request by notary or other official, but only 
if 

(i) Request is for notification that requested record exists, for 
access to requested record or for copy of requested record; 


(ii) Record is not available to any person under 5 U.S.C. 552: 
and 


(iii) Requester does not appear before an employee of USPTO 
for verification of identity. 


(c) Any inquiry which is not addressed as specified in paragraph 
(a) of this section or which is not marked as specified in paragraph 
(b) of this section will be so addressed and marked by USPTO 
personnel and forwarded immediately to the Privacy Officer. An 
inquiry which is not properly addressed by the individual will not 
be deemed to have been “received’’ for purposes of measuring the 
time period for response until actual receipt by the Privacy Officer. 
In each instance when an inquiry so forwarded is received, the 
Privacy Officer shall notify the individual that his or her inquiry 
was improperly addressed and the date the inquiry was received at 
the proper address. 


(d)(1) Each inquiry received shall be acted upon promptly by 
the Privacy Officer. Every effort will be made to respond within ten 
working days (i.e., excluding Saturdays, Sundays and legal public 
holidays) of the date of receipt. If a response cannot be made 
within ten working days, the Privacy Officer shall send an 
acknowledgment during that period providing information on the 
status of the inquiry and asking for such further information as 
may be necessary to process the inquiry. The first correspondence 
sent by the Privacy Officer to the requester shall contain USPTO’s 
control number assigned to the request, as well as a note that the 
requester should use that number in all future contacts in order to 
facilitate processing. USPTO shall use that control number in all 
subsequent correspondence. 


(2) If the Privacy Officer fails to send an acknowledgment 
within ten working days, as provided above, the requester may ask 
the General Counsel to take corrective action. No failure of the 
Privacy Officer to send an acknowledgment shall confer adminis- 
trative finality for purposes of judicial review. 


(e) An individual shall not be required to state a reason or 
otherwise justify his or her inquiry. 


(f) Special note should be taken of the fact that certain agencies 
are responsible for publishing notices of systems of records having 
Government-wide application to other agencies, including 
USPTO. The agencies known to be publishing these general 
notices and the types of records covered therein appear in an 
Appendix to this part. The provisions of this section, and particu- 
larly paragraph (a) of this section, should be followed in making 
inquiries with respect to such records. Such records in USPTO are 
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subject to the provisions of this part to the extent indicated in the 
Appendix to this part. The exemptions, if any, determined by an 
agency publishing a general notice shall be invoked and applied by 
USPTO after consultation, as necessary, with that other agency. 


Sec. 102.24 Procedures for making requests for records 


(a) Any individual, regardless of age, who is a citizen of the 
United States or an alien lawfully admitted for permanent resi- 
dence into the United States may submit a request for access to 
records to USPTO. The request should be made either in person at 
Crystal Park Two, 2121 Crystal Drive, Suite 714, Arlington, 
Virginia, or by mail addressed to the Privacy Officer, United States 
Patent and Trademark Office, Washington, DC 20231. 


(b) Requests submitted by mail should include the words 
“PRIVACY ACT REQUEST” in capital letters at the top of the 
letter and on the face of the envelope. Any request which is not 
addressed as specified in paragraph (a) of this section or which is 
not marked as specified in this paragraph will be so addressed and 
marked by USPTO personnel and forwarded immediately to the 
Privacy Officer. A request which is not properly addressed by the 
individual will not be deemed to have been “received’’ for 
purposes of measuring time periods for response until actual 
receipt by the Privacy Officer. In each instance when a request so 
forwarded is received, the Privacy Officer shall notify the indi- 
vidual that his or her request was improperly addressed and the 
date when the request was received at the proper address. 


(c) If the request follows an inquiry under Sec. 102.23 in 
connection with which the individual's identity was established by 
USPTO, the individual need only indicate the record to which 
access is sought, provide the USPTO control number assigned to 
the request, and sign and date the request. If the request is not 
preceded by an inquiry under Sec. 102.23, the procedures of this 
section should be followed. 


(d) The requirements for identification of individuals seeking 
access to records are as follows: 


(1) In person. Each individual making a request in person shall 
be required to present satisfactory proof of identity. The means of 
proof, in the order of preference and priority, are: 


(i) A document bearing the individual’s photograph (for ex- 
ample, driver’s license, passport or military or civilian identifica- 
tion card); 


(ii) A document, preferably issued for participation in a federally 
sponsored program, bearing the individual’s signature (for ex- 
ample, unemployment insurance book, employer’s identification 
card, national credit card, and professional, craft or union mem- 
bership card); and 


(iii) A document bearing neither the photograph nor the signa- 
ture of the individual, preferably issued for participation in a 
federally sponsored program (for example, Medicaid card). In the 
event the individual can provide no suitable documentation of 
identity, USPTO will require a signed statement asserting the 
individual’s identity and stipulating that the individual understands 
the penalty provision of 5 U.S.C. 552a(i)(3) recited in Sec. 
102.32(a). In order to avoid any unwarranted disclosure of an 
individual’s records, USPTO reserves the right to determine the 
adequacy of proof of identity offered by any individual, particu- 
larly when the request involves a sensitive record. 


(2) Not in person. If the individual making a request does not 
appear in person before the Privacy Officer or other employee 
authorized to determine identity, a certification of a notary public 
or equivalent officer empowered to administer oaths must accom- 
pany the request under the circumstances prescribed in Sec 
102.23(b)(9). The certification in or attached to the letter must be 
substantially in accordance with the following text: 


City of 





County of 





(Name of individual), who affixed (his) (her) signature below in 
my presence, came before me, a (title), in and for the aforesaid 
County and = State, this day of 

20 , and established 
(his) (her) identity to my satisfaction. 
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My commission expires 


(Signature) 





(3) Parents of minors and legal guardians. An individual acting 
as the parent of a minor or the legal! guardian of the individual to 
whom a record pertains shall establish his or her personal identity 
in the same manner prescribed in either paragraph (d)(1) or (d)(2) 
of this section. In addition, such other individual shall establish his 
or her identity in the representative capacity of parent or legal 
guardian. In the case of the parent of a minor, the proof of identity 
shall be a certified or authenticated copy of the minor’s birth 
certificate. In the case of a legal guardian of an individual who has 
been declared incompetent due to physical or mental incapacity or 
age by a court of competent jurisdiction, the proof of identity shall 
be a certified or authenticated copy of the court’s order. For 
purposes of the Act, a parent or legal guardian may represent only 
a living individual, not a decedent. A parent or legal guardian may 
be accompanied during personal access to a record by another 
individual, provided the provisions of Sec. 102.25(f) are satisfied. 


(e) When the provisions of this subpart are alleged to impede an 
individual in exercising his or her right to access, USPTO will 
consider, from an individual making a request, alternative sugges- 
tions regarding proof of identity and access to records. 


(f) An individual shall not be required to state a reason or 
otherwise justify his or her request for access to a record. 


Sec. 102.25 Disclosure of requested records to individuals. 


(a)(1) The Privacy Officer shall act promptly upon each request. 
Every effort will be made to respond within ten working days (i.e., 
excluding Saturdays, Sundays, and legal public holidays) of the 
date of receipt. If a response cannot be made within ten working 
days due to unusual circumstances, the Privacy Officer shall send 
an acknowledgment during that period providing information on 
the status of the request and asking for any further information that 
may be necessary to process the request. “Unusual circumstances”’ 
shall include circumstances in which 


(i) A search for and collection of requested records from inactive 
storage, field facilities or other establishments is required; 


(ii) A voluminous amount of data is involved; 


(iii) Information on other individuals must be separated or 
expunged from the particular record; or 


(iv) Consultations with other agencies having a substantial 
interest in the determination of the request are necessary. 


(2) If the Privacy Officer fails to send an acknowledgment 
within ten working days, as provided above, the requester may ask 
the General Counsel to take corrective action. No failure of the 
Privacy Officer to send an acknowledgment shall confer adminis- 
trative finality for purposes of judicial review. 


(b) Grant of access - (1) Notification. An individual shall be 
granted access to a record pertaining to him or her, except where 
the provisions of paragraph (g)(1) of this section apply. The 
Privacy Officer will notify the individual of a determination to 
grant access, and provide the following information: 


(i) The methods of access, as set forth in paragraph (b)(2) of this 
section; 


(ii) The place at which the record may be inspected; 


(iii) The earliest date on which the record may be inspected and 
the period of time that the records will remain available for 
inspection. In no event shall the earliest date be later than thirty 
calendar days from the date of notification; 


(iv) The estimated date by which a copy of the record could be 
mailed and the estimate of fees pursuant to Sec. 102.31. In no 
event shall the estimated date be later than thirty calendar days 
from the date of notification; 


(v) The fact that the individual, if he or she wishes, may be 


accompanied by another individual during personal access, subject 
to the procedures set forth in paragraph (f) of this section; and, 
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(vi) Any additional requirements needed to grant access to a 
specific record. 


(2) Methods of access. The following methods of access to 
records by an individual may be available depending on the 
circumstances of a given situation: 


(i) Inspection in person may be had in a location specified by the 
Privacy Officer during business hours; 


(ii) Transfer of records to a Federal facility more convenient to 
the individual may be arranged, but only if the Privacy Officer 
determines that a suitable facility is available, that the individual’s 
access can be properly supervised at that facility, and that 
transmittal of the records to that facility will not unduly interfere 
with operations of USPTO or involve unreasonable costs, in terms 
of both money and manpower; and 


(iii) Copies may be mailed at the request of the individual, 
subject to payment of the fees prescribed in Sec. 102.31. USPTO, 
on its own initiative, may elect to provide a copy by mail, in which 
case no fee will be charged the individual. 


(c) Access to medical records is governed by the provisions of 
Sec. 102.26. 


(d) USPTO will supply such other information and assistance at 
the time of access as to make the record intelligible to the 
individual. 


(e) USPTO reserves the right to limit access to copies and 
abstracts of original records, rather than the original records. This 
election would be appropriate, for example, when the record is in 
an automated data media such as tape or diskette, when the record 
contains information on other individuals, and when deletion of 
information is permissible under exemptions (for example, 5 
U.S.C. 552a(k)(2)). In no event shall original records of USPTO be 
made available to the individual except under the immediate 
supervision of the Privacy Officer or the Privacy Officer’s desig- 
nee. 


(f) Any individual who requests access to a record pertaining to 
that individual may be accompanied by another individual of his or 
her choice. “Accompanied’’ includes discussion of the record in 
the presence of the other individual. The individual to whom the 
record pertains shall authorize the presence of the other individual 
in writing. The authorization shall include the name of the other 
individual, a specific description of the record to which access is 
sought, the USPTO control number assigned to the request, the 
date, and the signature of the individual to whom the record 
pertains. The other individual shall sign the authorization in the 
presence of the Privacy Officer. An individual shall not be required 
to state a reason or otherwise justify his or her decision to be 
accompanied by another individual during personal access to a 
record. 


(g) Initial denial of access - (1) Grounds. Access by an 
individual to a record which pertains to that individual will be 
denied only upon a determination by the Privacy Officer that: 


(i) The record is exempt under Sec. 102.33 or Sec. 102.34, or 
exempt by determination of another agency publishing notice of 
the system of records, as described in Sec. 102.23(f); 


(ii) The record is information compiled in reasonable anticipa- 
tion of a civil action or proceeding; 


(iii) The provisions of Sec. 102.26 pertaining to medical records 
temporarily have been invoked; or 


(iv) The individual has unreasonably failed to comply with the 
procedural requirements of this part. 


(2) Notification. The Privacy Officer shall give notice of denial 
of access to records to the individual in writing and shall include 
the following information: 

(i) The Privacy Officer’s name and title or position; 


(ii) The date of the denial; 
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(iii) The reasons for the denial, including citation to the 
appropriate section of the Act and this part; 


(iv) The individual’s opportunities, if any, for further adminis- 
trative consideration, including the identity and address of the 
responsible official. If no further administrative consideration 
within USPTO is available, the notice shall state that the denial is 
administratively final; and 


(v) If stated to be administratively final within USPTO, the 
individual’s right to judicial review provided under 5 U.S.C. 
552a(g)(1), as limited by 5 U.S.C. 552a(g)(5). 


(3) Administrative review. When an initial denial of a request is 
issued by the Privacy Officer, the individual’s opportunities for 
further consideration shall be as follows: 


(i) As to denial under paragraph (g)(1)(i) of this section, two 
opportunities for further consideration are available in the alter- 
native: 


(A) If the individual contests the application of the exemption to 
the records, review procedures in Sec. 102.25(g)(3)(ii) shall apply: 
or 


(B) If the individual challenges the exemption itself, the 
procedure is a petition for the issuance, amendment, or repeal of a 
rule under 5 U.S.C. 553(e). If the exemption was determined by 
USPTO, such petition shall be filed with the General Counsel. If 
the exemption was determined by another agency (as described in 
Sec. 102.23(f)), USPTO will provide the individual with the name 
and address of the other agency and any relief sought by the 
individual shall be that provided by the regulations of the other 
agency. Within USPTO, no such denial is administratively final 
until such a petition has been filed by the individual and disposed 
of on the merits by the General Counsel. 


(ii) As to denial under paragraphs (g)(1)(ii) of this section, 
(g)(1)(Giv) of this section or (to the limited extent provided in 
paragraph (g)(3)(i(A) of this section) paragraph (g)(1)(i), the 
individual may file for review with the General Counsel, as 
indicated in the Privacy Officer’s initial denial notification. The 
procedures appearing in Sec. 102.28 shall be followed by both the 
individual and USPTO to the maximum extent practicable. 


(iii) As to denial under paragraph (g)(1)(iili) of this section, no 
further administrative consideration within USPTO is available 
because the denial is not administratively final until expiration of 
the time period indicated in Sec. 102.26(a). 


(h) If a request is partially granted and partially denied, the 
Privacy Officer shall follow the appropriate procedures of this 
section as to the records within the grant and the records within the 
denial. 


Sec. 102.26 Special procedures: Medical records. 


(a) No response to any request for access to medical records by 
an individual will be issued by the Privacy Officer for a period of 
seven working days (i.e., excluding Saturdays, Sundays, and legal 
public holidays) from the date of receipt. 


(b) USPTO has published as a routine use, for all systems of 
records containing medical records, consultations with an indi- 
vidual’s physician or psychologist if, in the sole judgment of 
USPTO, disclosure could have an adverse effect upon the indi- 
vidual. The mandatory waiting period set forth in paragraph (a) of 
this section will permit exercise of this routine use in appropriate 
cases. USPTO will pay no cost of any such consultation. 


(c) In every case of a request by an individual for access to 
medical records, the Privacy Officer shall: 


(1) Inform the individual of the waiting period prescribed in 
paragraph (a) of this section; 


(2) Obtain the name and address of the individual’s physician 
and/ or psychologist, if the individual consents to give them; 
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(3) Obtain specific, written consent for USPTO to consult the 
individual’s physician and/or psychologist in the event that 
USPTO believes such consultation is advisable, if the individual 
consents to give such authorization; 


(4) Obtain specific, written consent for USPTO to provide the 
medical records to the individual’s physician or psychologist in the 
event that USPTO believes access to the record by the individual 
is best effected under the guidance of the individual’s physician or 
psychologist, if the individual consents to give such authorization; 
and 


(5) Forward the individual’s medical record to USPTO’s medi- 
cal expert for review and a determination on whether consultation 
with or transmittal of the medical records to the individual’s 
physician or psychologist is warranted. If the consultation with or 
transmittal of such records to the individual’s physician or 
psychologist is determined to be warranted, USPTO’s medical 
expert shall so consult or transmit. Whether or not such a 
consultation or transmittal occurs, USPTO’s medical officer shall 
provide instruction to the Privacy Officer regarding the conditions 
of access by the individual to his or her medical records. 


(d) If an individual refuses in writing to give the names and 
consents set forth in paragraphs (c)(2) through (c)(4) of this 
section and USPTO has determined that disclosure could have an 
adverse effect upon the individual, USPTO shall give the indi- 
vidual access to said records by means of a copy, provided without 
cost to the requester, sent registered mail return receipt requested. 


Sec. 102.27 Procedures for making requests for correction or 
amendment. 


(a) Any individual, regardless of age, who is a citizen of the 
United States or an alien lawfully admitted for permanent resi- 
dence into the United States may submit a request for correction or 
amendment to USPTO. The request should be made either in 
person or by mail addressed to the Privacy Officer who processed 
the individual’s request for access to the record, and to whom is 
delegated authority to make initial determinations on requests for 


correction or amendment. The office of the Privacy Officer is open 
to the public between the hours of 9:00 a.m. and 4:00 p.m., 
Monday through Friday (excluding legal public holidays). 


(b) Requests submitted by mail should include the words 
“PRIVACY ACT REQUEST” in capital letters at the top of the 
letter and on the face of the envelope. Any request which is not 
addressed as specified in paragraph (a) of this section or which is 
not marked as specified in this paragraph will be so addressed and 
marked by USPTO personnel and forwarded immediately to the 
Privacy Officer. A request which is not properly addressed by the 
individual will not be deemed to have been “received’’ for 
purposes of measuring the time period for response until actual 
receipt by the Privacy Officer. In each instance when a request so 
forwarded is received, the Privacy Officer shall notify the indi- 
vidual that his or her request was improperly addressed and the 
date the request was received at the proper address. 


(c) Since the request, in all cases, will follow a request for 
access under Sec. 102.25, the individual’s identity will be estab- 
lished by his or her signature on the request and use of the USPTO 
control number assigned to the request. 


(d) A request for correction or amendment should include the 
following: 


(1) Specific identification of the record sought to be corrected or 
amended (for example, description, title, date, paragraph, sen- 
tence, line and words); 


(2) The specific wording to be deleted, if any; 


(3) The specific wording to be inserted or added, if any, and the 
exact place at which to be inserted or added; and 


(4) A statement of the basis for the requested correction or 
amendment, with all available supporting documents and materials 
which substantiate the statement. The statement should identify the 
criterion of the Act being invoked, that is, whether the information 
in the record is unnecessary, inaccurate, irrelevant, untimely or 
incomplete. 
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Sec. 102.28 Review of requests for correction or amendment. 


(a)(1)(i) Not later than ten working days (i.e., excluding 
Saturdays, Sundays and legal public holidays) after receipt of a 
request to correct or amend a record, the Privacy Officer shall send 
an acknowledgment providing an estimate of time within which 
action will be taken on the request and asking for such further 
information as may be necessary to process the request. The 
estimate of time may take into account unusual circumstances as 
described in Sec. 102.25(a). No acknowledgment will be sent if the 
request can be reviewed, processed, and the individual notified of 
the results of review (either compliance or denial) within the ten 
working days. Requests filed in person will be acknowledged in 
writing at the time submitted. 


(ii) If the Privacy Officer fails to send the acknowledgment 
within ten working days, as provided in paragraph (a)(1)(i) of this 
section, the requester may ask the General Counsel to take 
corrective action. No failure of the Privacy Officer to send an 
acknowledgment shall confer administrative finality for purposes 
of judicial review. 


(2) Promptly after acknowledging receipt of a request, or after 
receiving such further information as might have been requested, 
or after arriving at a decision within the ten working days, the 
Privacy Officer shall either: 


(i) Make the requested correction or amendment and advise the 
individual in writing of such action, providing either a copy of the 
corrected or amended record or a statement as to the means 
whereby the correction or amendment was effected in cases where 
a copy cannot be provided (for example, erasure of information 
from a record maintained only in magnetically recorded computer 
files); or 


(ii) Inform the individual in writing that his or her request is 
denied and provide the following information: 


(A) The Privacy Officer’s name and title or position; 
(B) The date of the denial; 


(C) The reasons for the denial, including citation to the 
appropriate sections of the Act and this subpart; and 


(D) The procedures for appeal of the denial as set forth in Sec. 
102.29, including the address of the General Counsel. 


(3) The term promptly in this section means within thirty 
working days (i.e., excluding Saturdays, Sundays, and legal public 
holidays). If the Privacy Officer cannot make the determination 
within thirty working days, the individual will be advised in 
writing of the reason therefor and of the estimated date by which 
the determination will be made. 


(b) Whenever an individual’s record is corrected or amended 
pursuant to a request by that individual, the Privacy Officer shall 
be responsible for notifying all persons and agencies to which the 
corrected or amended portion of the record had been disclosed 
prior to its correction or amendment, if an accounting of such 
disclosure required by the Act was made. The notification shall 
require a recipient agency maintaining the record to acknowledge 
receipt of the notification, to correct or amend the record, and to 
apprise any agency or person to which it had disclosed the record 
of the substance of the correction or amendment. 


(c) The following criteria will be considered by the Privacy 
Officer in reviewing a request for correction or amendment: 


(1) The sufficiency of the evidence submitted by the individual; 
(2) The factual accuracy of the information; 


(3) The relevance and necessity of the information in terms of 
purpose for which it was collected; 


(4) The timeliness and currency of the information in light of the 
purpose for which it was collected; 


(5) The completeness of the information in terms of the purpose 
for which it was collected; 


(6) The degree of risk that denial of the request could unfairly 
result in determinations adverse to the individual; 
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(7) The character of the record sought to be corrected or 
amended; and 


(8) The propriety and feasibility of complying with the specific 
means of correction or amendment requested by the individual. 


(d) USPTO will not undertake to gather evidence for the 
individual, but does reserve the right to verify the evidence which 
the individual submits. 


(e) Correction or amendment of a record requested by an 
individual will be denied only upon a determination by the Privacy 
Officer that: 


(1) The individual has failed to establish, by a preponderance of 
the evidence, the propriety of the correction or amendment in light 
of the criteria set forth in paragraph (c) of this section; 


(2) The record sought to be corrected or amended is part of the 
official record in a terminated judicial, quasi-judicial, or quasi- 
legislative proceeding to which the individual was a party or 
participant; 


(3) The information in the record sought to be corrected or 
amended, or the record sought to be corrected or amended, is the 
subject of a pending judicial, quasi-judicial, or quasi-legislative 
proceeding to which the individual is a party or participant; 


(4) The correction or amendment would violate a duly enacted 
statute or promulgated regulation; or 


(5) The individual has unreasonably failed to comply with the 
procedural requirements of this part. 


(f) If a request is partially granted and partially denied, the 
Privacy Officer shall follow the appropriate procedures of this 
section as to the records within the grant and the records within the 
denial. 


Sec. 102.29 Appeal of initial adverse determination on correction 
or amendment. 


(a) When a request for correction or amendment has been denied 
initially under Sec. 102.28, the individual may submit a written 
appeal within thirty working days (i.e., excluding Saturdays, 
Sundays and legal public holidays) after the date of the initial 
denial. When an appeal is submitted by mail, the postmark is 
conclusive as to timeliness. 


(b) An appeal should be addressed to the General Counsel, 
United States Patent and Trademark Office, Washington, DC 
20231. An appeal should include the words “PRIVACY AP- 
PEAL”’ in capital letters at the top of the letter and on the face of 
the envelope. An appeal not addressed and marked as provided 
herein will be so marked by USPTO personnel when it is so 
identified and will be forwarded immediately to the General 
Counsel. An appeal which is not properly addressed by the 
individual will not be deemed to have been “received’’ for 
purposes of measuring the time periods in this section until actual 
receipt by the General Counsel. In each instance when an appeal so 
forwarded is received, the General Counsel shall notify the 
individual that his or her appeal was improperly addressed and the 
date when the appeal was received at the proper address. 


(c) The individual’s appeal shall include a statement of the 
reasons why the initial denial is believed to be in error and 
USPTO’s control number assigned to the request. The appeal shall 
be signed by the individual. The record which the individual 
requests be corrected or amended and all correspondence between 
the Privacy Officer and the requester will be furnished by the 
Privacy Officer who issued the initial denial. Although the fore- 
going normally will comprise the entire record on appeal, the 
General Counsel may seek additional information necessary to 
assure that the final determination is fair and equitable and, in such 
instances, disclose the additional information to the individual to 
the greatest extent possible, and provide an opportunity for 
comment thereon. 


(d) No personal appearance or hearing on appeal will be 
allowed. 
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(e) The General Counsel shall act upon the appeal and issue a 
final determination in writing not later than thirty working days 
(i.e., excluding Saturdays, Sundays and legal public holidays) 
from the date on which the appeal is received, except that the 
General Counsel may extend the thirty days upon deciding that a 
fair and equitable review cannot be made within that period, but 
only if the individual is advised in writing of the reason for the 
extension and the estimated date by which a final determination 
will issue. The estimated date should not be later than the sixtieth 
working day after receipt of the appeal unless unusual circum- 
stances, as described in Sec. 102.25(a), are met. 


(f) If the appeal is determined in favor of the individual, the final 
determination shall include the specific corrections or amendments 
to be made and a copy thereof shall be transmitted promptly both 
to the individual and to the Privacy Officer who issued the initial 
denial. Upon receipt of such final determination, the Privacy 
Officer promptly shall take the actions set forth in Sec. 
102.28(a)(2)(i) and (b). 


(g) If the appeal is denied, the final determination shall be 
transmitted promptly to the individual and state the reasons for the 
denial. The notice of final determination also shall inform the 
individual of the following: 


(1) The right of the individual under the Act to file a concise 
statement of reasons for disagreeing with the final determination. 
The statement ordinarily should not exceed one page and USPTO 
reserves the right to reject a statement of excessive length. Such a 
statement shall be filed with the General Counsel. It should 
provide the USPTO control number assigned to the request, 
indicate the date of the final determination and be signed by the 
individual. The General Counsel shall acknowledge receipt of such 
statement and inform the individual of the date on which it was 
received. 


(2) The facts that any such disagreement statement filed by the 
individual will be noted in the disputed record, that the purposes 
and uses to which the statement will be put are those applicable to 
the record in which it is noted, and that a copy of the statement will 
be provided to persons and agencies to which the record is 
disclosed subsequent to the date of receipt of such statement; 


(3) The fact that USPTO will append to any such disagreement 
statement filed by the individual, a copy of the final determination 
or summary thereof which also will be provided to persons and 
agencies to which the disagreement statement is disclosed; and, 


The right of the individual to judicial review of the final 
determination under 5 U.S.C. 552a(g)(1)(A), as limited by 5 
U.S.C. 552a(g)(5). 


(h) In making the final determination, the General Counsel shall 
employ the criteria set forth in Sec. 102.28(c) and shall deny an 
appeal only on the grounds set forth in Sec. 102.28(e). 


(i) If an appeal is partially granted and partially denied, the 
General Counsel shall follow the appropriate procedures of this 
section as to the records within the grant and the records within the 
denial. 


(j) Although a copy of the final determination or a summary 
thereof will be treated as part of the individual’s record for 
purposes of disclosure in instances where the individual has filed 
a disagreement statement, it will not be subject to correction or 
amendment by the individual. 


(k) The provisions of paragraphs (g)(1) through (g)(3) of this 
section satisfy the requirements of 5 U.S.C. 552a(e)(3). 


Sec. 102.30 Disclosure of record to person other than the indi- 
vidual to whom it pertains. 


(a) USPTO may disclose a record pertaining to an individual to 
a person other than the individual to whom it pertains only in the 
following instances: 


(1) Upon written request by the individual, including authori- 
zation under Sec. 102.25(f): 


(2) With the prior written consent of the individual: 
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(3) To a parent or legal guardian under 5 U.S.C. 552a(h); 


(4) When required by the Act and not covered explicitly by the 
provisions of 5 U.S.C. 552a(b); and 


When permitted under 5 U.S.C. 552a(b)(1) through (12), which 
read as follows:' 


'. § U.S.C. 552a(b)(4) has no application within USPTO. 


(i) To those officers and employees of the agency which 
maintains the record who have a need for the record in the 
performance of their duties; 


(ii) Required under 5 U.S.C. 552; 


(iii) For a routine use as defined in 5 U.S.C. 552a(a)(7) and 
described under 5 U.S.C. 552a(e)(4)(D); 


(iv) To the Bureau of the Census for purposes of planning or 
carrying out a census or survey or related activity pursuant to the 
provisions of Title 13; 


(v) To a recipient who has provided the agency with advance 
adequate written assurance that the record will be used solely as a 
Statistical research or reporting record, and the record is to be 
transferred in a form that is not individually identifiable; 


(vi) To the National Archives and Records Administration as a 
record which has sufficient historical or other value to warrant its 
continued preservation by the United States Government, or for 
evaluation by the Archivist of the United States or the designee of 
the Archivist to determine whether the record has such value; 


(vii) To another agency or to an instrumentality of any govern- 
mental jurisdiction within or under the control of the United States 


for a civil or criminal law enforcement activity if the activity is 
authorized by law, and if the head of the agency or instrumentality 
has made a written request to the agency which maintains the 
record specifying the particular portion desired and the law 
enforcement activity for which the record is sought; 


(viii) To a person pursuant to a showing of compelling circum- 
stances affecting the health or safety of an individual if upon such 
disclosure notification is transmitted to the last known address of 
such individual; 


(ix) To either House of Congress, or, to the extent of matter 
within its jurisdiction, any committee or subcommittee thereof, 
any joint committee of Congress or subcommittee of any such 
joint committee; 


(x) To the Comptroller General, or any of his authorized 
representatives, in the course of the performance of the duties of 
the General Accounting Office; 


(xi) Pursuant to the order of a court of competent jurisdiction; or 


(xii) To a consumer reporting agency in accordance with section 
3711(e) of Title 31. 


(b) The situations referred to in paragraph (a)(4) of this section 
include the following: 


(1) 5 U.S.C. 552a(c)(4) requires dissemination of a corrected or 
amended record or notation of a disagreement statement by 
USPTO in certain circumstances; 


(2) 5 U.S.C. 552a(d) requires disclosure of records to the 
individual to whom they pertain, upon request; and 


(3) 5 U.S.C. 552a(g) authorizes civil action by an individual and 
requires disclosure by USPTO to the court. 
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(c) The Privacy Officer shall make an accounting of each 
disclosure by him of any record contained in a system of records 
in accordance with 5 U.S.C. 552a(c) (1) and (2). Except for a 
disclosure made under 5 U.S.C. 552a(b)(7), the Privacy Officer 
shall make such accounting available to any individual, insofar as 
it pertains to that individual, on request submitted in accordance 
with Sec. 102.24. The Privacy Officer shall make reasonable 
efforts to notify any individual when any record in a system of 
records is disclosed to any person under compulsory legal process, 
promptly upon being informed that such process has become a 
matter of public record. 


Sec. 102.31 Fees. 


The only fees to be charged to or collected from an individual 
under the provisions of this part are for duplication of records at 
the request of the individual. The Privacy Officer shall charge fees 
for duplication of records under the Act in the same way in which 
they charge duplication fees under Sec. 102.11, except as provided 
in this section. 


(a) No fees shall be charged or collected for the following: 
Search for and retrieval of the records; review of the records; 
copying at the initiative of USPTO without a request from the 
individual; transportation of records and personnel; and first-class 
postage. 


(b) It is the policy of USPTO to provide an individual with one 
copy of each record corrected or amended pursuant to his or her 
request without charge as evidence of the correction or amend- 
ment. 


(c) As required by the United States Office of Personnel 
Management in its published regulations implementing the Act, 
USPTO will charge no fee for a single copy of a personnel record 
covered by that agency’s Government-wide published notice of 
systems of records. 


Sec. 102.32 Penalties. 


(a) The Act provides, in pertinent part: Any person who 
knowingly and willfully requests or obtains any record concerning 
an individual from an agency under false pretenses shall be guilty 
of a misdemeanor and fined not more than $5,000. (5 U.S.C. 
552a(i)(3)). 


(b) A person who falsely or fraudulently attempts to obtain 
records under the Act also may be subject to prosecution under 
such other criminal statutes as 18 U.S.C. 494, 495 and 1001. 


Sec. 102.33 General exemptions. 


(a) Individuals may not have access to records maintained by 
USPTO but which were provided by another agency which has 
determined by regulation that such information is subject to 
general exemption under 5 U.S.C. 552a(j). If such exempt records 
are within a request for access, USPTO will advise the individual 
of their existence and of the name and address of the source 
agency. For any further information concerning the record and the 
exemption, the individual must contact that source agency. 


(b) The general exemption determined to be necessary and 
proper with respect to systems of records maintained by USPTO, 
including the parts of each system to be exempted, the provisions 
of the Act from which they are exempted, and the justification for 
the exemption, is as follows: Investigative Records - Contract and 
Grant Frauds and Employee Criminal Misconduct - COM- 
MERCE/DEPT.-12. Pursuant to 5 U.S.C. 552a(j)(2), these records 
are hereby determined to be exempt from all provisions of the Act, 
except 5 U.S.C. 552a (b), (c) (1) and (2), (e)(4) (A) through (F), (e) 
(6), (7), (9), (10), and (11), and (i). These exemptions are necessary 
to insure the proper functions of the law enforcement activity, to 
protect confidential sources of information, to fulfill promises of 
confidentiality, to prevent interference with law enforcement 
proceedings, to avoid the disclosure of investigative techniques, to 
avoid the endangering of law enforcement personnel, to avoid 
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premature disclosure of the knowledge of criminal activity and the 
evidentiary bases of possible enforcement actions, and to maintain 
the integrity of the law enforcement process. 


Sec. 102.34 Specific exemptions. 


(a)(1) Some systems of records under the Act which are 
maintained by USPTO contain, from time-to-time, material subject 
to the exemption appearing at 5 U.S.C. 552a(k)(1), relating to 
national defense and foreign policy materials. The systems of 
records published in the Federal Register by USPTO which are 
within this exemption are: COMMERCE/PAT-TM-6, COM- 
MERCE/PAT-TM-7, COMMERCE/PAT-TM-8, COMMERCE/ 
PAT- TM-9. 


(2) USPTO hereby asserts a claim to exemption of such 
materials wherever they might appear in such systems of records, 
or any systems of records, at present or in the future. The materials 
would be exempt from 5 U.S.C. 552a (c)(3), (d), (e)(1), (e)(4) (G), 
(H), and (1), and (f) to protect materials required by Executive 
order to be kept secret in the interest of the national defense and 
foreign policy. 


(b) The specific exemptions determined to be necessary and 
proper with respect to systems of records maintained by USPTO, 
including the parts of each system to be exempted, the provisions 
of the Act from which they are exempted, and the justification for 
the exemption, are as follows: 


(1)G) Exempt under 5 U.S.C. 552a(k)(2). The systems of 
records exempt (some only conditionally), the sections of the Act 
from which exempted, and the reasons therefor are as follows: 


(A) Investigative Records - Contract and Grant Frauds and 
Employee Criminal Misconduct - COMMERCE/DEPT-12, but 
only on condition that the general exemption claimed in Sec. 
102.33(b)(3) is held to be invalid; 


(B) Investigative Records - Persons Within the Investigative 
Jurisdiction of USPTO - COMMERCE/DEPT-13; 


(C) Litigation, Claims and Administrative Proceeding 
Records - COMMERCE/DEPT- 14; 

(D) Attorneys and Agents Registered to Practice Before the 
Office - COMMERCE/PAT-TM- 1 


(E) Complaints, Investigations and Disciplinary Proceedings 
Relating to Registered Patent Attorneys and Agents - COM- 
MERCE/PAT-TM-2; and 


(F) Non-Registered Persons Rendering Assistance to Patent 
Applicants - COMMERCE/PAT-TM-S. 


(ii) The foregoing are exempted from 5 U.S.C. 552a (c)(3), (d), 
(e)(1), (e)(4)(G), (H), and (1), and (f). The reasons for asserting the 
exemption are to prevent subjects of investigation from frustrating 
the investigatory process, to insure the proper functioning and 
integrity of law enforcement activities, to prevent disclosure of 
investigative techniques, to maintain the ability to obtain necessary 
information, to fulfill commitments made to sources to protect 
their identities and the confidentiality of information and to avoid 
endangering these sources and law enforcement personnel. Special 
note is taken of the fact that the proviso clause in this exemption 
imports due process and procedural protections for the individual. 
The existence and general character of the information exempted 
will be made known to the individual to whom it pertains. 


(2)i) Exempt under 5 U.S.C. 552a(k)(5). The systems of 
records exempt (some only conditionally), the sections of the act 
from which exempted, and the reasons therefor are as follows: 


U.S. PATENT AND TRADEMARK OFFICE 


1243 TMOG 897 
(285) 


(A) Investigative Records - Contract and Grant Frauds and 
Employee Criminal Misconduct - COMMERCE/DEPT-12, but 
only on condition that the general exemption claimed in Sec. 
102.33(b)(3) is held to be invalid; 


(B) Investigative Records - Persons Within the Investigative 
Jurisdiction of USPTO - COMMERCE/DEPT- 13; and 


(C) Litigation, Claims, and Administrative Proceeding 
Records - COMMERCE/DEPT-14. 

(ii) The foregoing are exempted from 5 U.S.C. 552a (c)(3), (d), 
(e)(1), (e)(4) (G), (H), and (1), and (f). The reasons for asserting the 
exemption are to maintain the ability to obtain candid and 
necessary information, to fulfill commitments made to sources to 
protect the confidentiality of information, to avoid endangering 
these sources and, ultimately, to facilitate proper selection or 
continuance of the best applicants or persons for a given position 
or contract. Special note is made of the limitation on the extent to 
which this exemption may be asserted. The existence and general 
character of the information exempted will be made known to the 
individual to whom it pertains. 


(c) At the present time, USPTO claims no exemption under 5 
U.S.C. 552a(k) (3), (4), (6) and (7). 


Appendix to Part 102 - Systems of Records Noticed by Other 
Federal Agencies! and Applicable to USPTO Records and Appli- 
cability of This Part Thereto 





Category of records 
Federal Personnel Records Office of Personnel Manage- 
ment.~ 

Federal Employee Department of Labor.’ 
Compensation Act Program. 
Equal Employment 
Opportunity 

Appeal Complaints. 

Formal Complaints/ 
Appeals of Adverse 
Personnel Actions. 


Equal Employment 
Opportunity Commission.* 


Merit Systems 
Protection Board.° 





' Other than systems of records noticed by the Department of 
Commerce. Where the system of records applies only to USPTO, 
these regulationsapply. Where the system of records applies 
generally to components ofthe Department of Commerce, the 
regulations of that department attachat the point of any denial for 
access or for correction or amendment. 


? The provisions of this part do not apply to these records covered 
by notices of systems of records published by the Office of 
Personnel Management for all agencies. The regulations of OPM 
alone apply. 


* The provisions of this part apply only initially to these records 
covered by notices of systems of records published by the U.S. 
Department of Labor for all agencies. The regulations of that 
department attach at the point of any denial for access or for 
correction or amendment. 


* The provisions of this part do not apply to these records covered 
by notices of systems of records published by the Equal Employ- 
ment Opportunity Commission for all agencies. The regulations of 
the Commission alone apply. 


° The provisions of this part do not apply to these records covered 
by notices of systems of records published by the Merit Systems 
Protection Board for all agencies. The regulations of the Board 
alone apply. 
June 29, 2000 Q. TODD DICKINSON 
Under Secretary of Commerce for 
Intellectual Property and Director of the 
United States Patent and Trademark Office 
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(286) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Part 1 


RIN 0651-AB07 


Changes to Permit Payment of 
Patent and Trademark Fees by Credit Card 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Final rule 


SUMMARY: The United States Patent and Trademark Office 
(Office) is amending the rules of practice to provide for the 
payment of any patent process or trademark process fee by credit 
card. The Office previously limited payment by credit card to the 
fees required for information products or for an electronic submis- 
sion of or in a trademark application. The Office will now accept 
payment of any patent process fee, trademark process fee, or 
information product fee by credit card. 


EFFECTIVE DATES: The amendment to § 1.21 is effective July 
24, 2000. Section § 1.23 is effective June 5, 2000. 


FOR FURTHER INFORMATION CONTACT: 


Concerning this final rule: Robert W. Bahr, by telephone at 
(703) 308-6906, or by facsimile to (703) 308-6916 marked to the 
attention of Robert W. Bahr. 


Concerning the payment of fees (by credit card or otherwise) in 
general: Matthew Lee, by telephone at (703) 305-8051, by e-mail 
at matthew. leeuspto.gov, or by facsimile at (703) 305-8007 marked 
to the attention of Matthew Lee. 


SUPPLEMENTARY INFORMATION: It has been the practice 
of the United States Patent and Trademark Office (Office) to accept 
payment of fees for information products by credit card, but not to 
accept patent process fees or trademark process fees by credit card. 
The Office recently revised 37 CFR § 1.23 to expressly permit 
payment of fees by credit card “in an electronically filed trademark 
application or electronic submission in a trademark application.” 
See Trademark Law Treaty Implementation Act Changes, Final 
Rule, 64 FR 48989, 48917 (September 8, 1999), 1226 Off. Gaz. 
Pat. Office 103, 120 (September 23, 1999) (TLTIA Final Rule). As 
explained in the TLTIA Final Rule: 


Section § 1.23 is also amended to add a paragraph (b), providing 
that payments of money for fees in electronically filed trademark 
applications, or electronic submissions in ivademark applications, 
may also be made by credit card. The Office previously limited fee 
payment by credit card to the fees required for information 
products, and will continue to accept payment of information 
product fees by credit card 

Section § 1.23(b) will also provide that payment of a fee by 
credit card must specify the amount to be charged and such other 
information as is necessary to process the charge, and is subject to 
collection of the fee 

Section § 1.23(b) will further provide that the Office will not 
accept a general authorization to charge fees to a credit card. The 
Office cannot accept an authorization to charge “all required fees” 
or “the filing fee’’ to a credit card, because the Office cannot 
determine with certainty the amount of an unspecified fee (the 
amount of the “required fee’ or the applicable “filing fee*’) within 
the time frame for reporting a charge to the credit card company. 
Also, the Office cannot accept charges to credit cards that require 
the use of a personal identification number (PIN) (e.g., certain 
debit cards or check cards). 

Section § 1.23(b) also contains a warning that if credit card 
information is provided on a form or document other than a form 
provided by the Office for the payment of fees by credit card, the 
Office will not be liable if the credit card number is made public. 
The Office currently provides an electronic form for use when 
paying a fee in an electronically filed trademark application or 
electronic submission in a trademark application. This form will 
not be included in the records open to public inspection in the file 
of a trademark matter. However, the inclusion of credit card 
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information on forms or documents other than the electronic form 
provided by the Office may result in the release of credit card 
information. 

See Trademark Law Treaty Implementation Act Changes, 64 FR 
at 48906-07 (September 8, 1999), 1226 Off. Gaz. Pat. Office at 
110. 


The Office is now amending the rules of practice to permit 
payment of any patent process fee, trademark process fee, or 
information product fee by credit card, subject to actual collection 
of the fee. The Office will provide a Credit Card Payment Form 
(PTO-2038) for use when paying a patent process or trademark 
process fee (or the fee for an information product) by credit card. 
The Office wili not require customers to use this form when paying 
a patent process or trademark process fee by credit card. If, 
however, a customer provides a credit card charge authorization in 
another form or document (e.g., a communication relating to the 
patent or trademark), the credit card information may become part 
of the record of an Office file that is open to public inspection. 
Information concerning fees in general is posted on the Office’s 
Web site at http://www.uspto.gov, and information on completing 
the Credit Card Payment Form will be posted on the Office’s Web 
site. 


The Office will not include the Credit Card Payment Form 
(PTO-2038) among the records open to public inspection in the file 
of a patent, trademark registration, or other proceeding. The Credit 
Card Payment Form (PTO-2038) is the only form the Office uses 
to collect credit card information during a patent, trademark, or 
other proceeding. The Credit Card Payment Form (PTO-2038) is 
the only form the Office will not make available to the public as 
part of the file of a patent, trademark, or other proceeding. As 
discussed above, failure to use the Credit Card Payment Form 
(PTO-2038) when submitting a credit card payment may result in 
your credit card information becoming part of the record of an 
Office file that is open to public inspection. If the cardholder 
includes a credit card number on any form or document other than 
the Credit Card Payment Form, the Office will not be liable in the 
event that the credit card number becomes public knowledge. 


35 U.S.C. § 42(d) and § 1.26 (which concern refund of patent 
and trademark fees) also apply to requests for refund of fees paid 
by credit card. Any refund of a fee paid by credit card will be by 
a credit to the credit card account to which the fee was charged. 
The Office will not refund a fee paid by credit card by Treasury 
check, electronic funds transfer, or credit to a deposit account ( § 
1.25). 


Finally, any payment of a patent process or trademark process 
fee by credit card must be in writing (see § 1.2), preferably on the 
Credit Card Payment Form (PTO-2038). If a Credit Card Payment 
Form or other document authorizing the Office to charge a patent 
process or trademark process fee to a credit card does not contain 
the information necessary to charge the fee to the credit card, the 
customer must submit a revised Credit Card Payment Form or 
document containing the necessary information. Office employees 
will not accept oral (telephonic) instructions to complete the Credit 
Card Payment Form or otherwise charge a patent process or 
trademark process fee (as opposed to information product or 
service fees) to a credit card. 


Discussion of Specific Rules 


Title 37 of the Code of Federal Regulations, Part 1, is amended 
as follows: 


Section § 1.21: Section § 1.21(m) is amended to make the 
$50.00 fee for processing a check returned “unpaid’’ by a bank 
applicable to any payment refused or charged back by a financial 
institution. The burden of processing any payment refused or 
credit card transaction charged back by a financial institution is the 
same as the burden of processing a check returned “unpaid”’ by a 
bank. The phrase “payment refused * * * by a financial institu- 
tion’ includes a check returned “unpaid’’ by a bank but also 
applies to the refusal by a financial institution of a payment by 
other means. 
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Section § 1.23: Section § 1.23(a) is amended to add the phrase 
“national bank notes’’ in the first sentence. This phrase was 
inadvertently deleted in the TLTIA Final Rule. 


Section § 1.23(b) is amended by revising the first sentence to 
eliminate the restriction that the payment of money required for 
United States Patent and Trademark Office fees by credit card be 
limited to fees “in an electronically filed trademark application or 
electronic submission in a trademark application.”* 


Response to Comments 


The Office published a notice (Notice of Proposed Rulemaking) 
proposing changes to the rules of practice to implement payment 
of patent and trademark fees by credit card. See Changes to Permit 
Payment of Patent and Trademark Office Fees by Credit Card, 
Notice of Proposed Rulemaking, 64 FR 59701 (November 3, 
1999), 1228 Off. Gaz. Pat. Office 163 (November 23, 1999). The 
Office received fifteen written comments in response to the Notice 
of Proposed Rulemaking. Most of the comments supported chang- 
ing the rules of practice to permit payment of all patent and 
trademark fees by credit card. Other comments and the Office’s 
responses to the comments follow. 


Comment (1): One comment suggested that the Office revise § 
1.23 to permit customers to designate their deposit account as 
overdraft protection for check and credit card payments. The 
comment further suggested that the charge in § 1.21(m) should be 
less for those customers designating their deposit account as 
overdraft protection for check and credit card payments. 


Response: Section § 1.25 currently permits customers to 
provide a general authorization to charge fees to a deposit account. 
Therefore, no change to § 1.23 is necessary to permit customers to 
authorize the charging of any fee deficiency (e.g., due to a returned 
check or refused charge) to a deposit account. Since the Office’s 
cost of processing the returned check (or refused charge) is not 
decreased because a customer has authorized the charging of the 
fee deficiency resulting from the returned check or refused charge 
to a deposit account, the Office is not providing a lower fee for 
processing a returned check or refused charge in such a situation. 
Nevertheless, customers may still wish to provide an authorization 
to charge fee deficiencies (e.g., due to a returned check or refused 
charge) to a deposit account to avoid the adverse results of 
non-payment of a fee (e.g., loss of a filing date in a trademark 
application or abandonment of a patent or trademark application). 


Comment (2): One comment suggested that the Office permit 
use of direct bank debit cards. 


Response: The Office currently does not accept payment by 
bank debit cards, since these cards usually require the use of a 
personal identification number (or PIN). The Office will add other 
methods of payment (including bank debit cards) as soon as the 
systems and procedures for implementing them have been devel- 
oped. 


Comment (3): Another comment suggested that the Office 
permit the use of a “re-chargeable”’ credit card (i.e., a card having 
a pre-applied balance against which charges may be made). 


Response: A “re-chargeable’’ credit card program would oper- 
ate in a manner similar to the existing deposit account program. 
Thus, a “re-chargeable’’ credit card program in addition to the 
current deposit account program does not have sufficient benefit to 
justify the administrative burden of maintaining these two dupli- 
cative programs. 


Comment (4): Several comments suggested that the Office 
permit use of an AMERICAN EXPRESS card because it has no 
upper limit. Another comment suggested that the Office permit use 
of all major credit cards, including AMERICAN EXPRESS cards 
and DINER’S CLUB cards. Another comment suggested that if the 
Office intends to accept AMERICAN EXPRESS cards, the lan- 
guage of § 1.23 must be changed since AMERICAN EXPRESS 
does not consider its card to be a credit card. 
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Response: The Office desires to maximize convenience to its 
customers and is committed to adding additional credit cards and 
other methods of payments as soon as the systems and procedures 
for implementing them have been developed. In the meantime, the 
Office currently accepts charges to the following credit cards: 
AMERICAN EXPRESS, DISCOVER, MASTER CARD, and 
VISA. The Office considers each of these cards to be a “credit 
card’’ within the meaning of § 1.23. 


Comment (5): One comment suggested that the Office should 
retain the Credit Card Form (PTO-2038) in the file of the patent or 
trademark proceeding (simply redacting the credit card number) so 
that third parties may determine whether the proper fee was 
actually authorized and paid. 


Response: The Office file of a patent or trademark proceeding in 
which a fee was paid by credit card will contain a printout from the 
Office’s Revenue Accounting and Management (RAM) system of 
the fee authorized and paid. When a fee is paid by check in a patent 
or trademark proceeding, the Office file includes only a printout 
from the RAM system of the fee paid and an indication that it was 
paid by check. A copy of the check used to pay the fee is not 
retained in the file for review by third parties. There is no need to 
have a different practice for credit card payments. 


Comment (6): One comment suggested that the proposed 
change to permit patent and trademark payments by credit card is 
an excellent idea, especially if the Office permits the Credit Card 
Form (PTO-2038) to be submitted by facsimile. 


Response: Credit card payments by facsimile will be permitted 
except in situations in which facsimile submission of correspon- 
dence is not permitted in § 1.6(d). Customers will be responsible 
for transmitting the credit card form to the correct organization 
within the Office by use of the correct facsimile number. 


Comment (7): One comment suggested that the Office should 
permit a general authorization to charge fees to a credit card, rather 
than requiring customers to specify an exact amount. Another 
comment suggested that the Office permit customers to specify a 
charge amount of “up to and including XX*’ (the top estimated fee 
due). 


Response: The Office currently does not have systems and 
procedures in place to accept authorization to charge an unspeci- 
fied amount to a credit card. However, the Office desires to 
maximize convenience to its customers and is looking into ways 
for customers to pay by credit card without specifying the exact 
dollar amount. 


Comment (8): One comment suggested that if a customer uses 
his or her own form containing the same information as the Credit 
Card Form (PTO-2038), the Office should accept and treat such 
information with the same liability as with the Credit Card Form 
(PTO-2038). 


Response: When a customer uses his or her own form contain- 
ing the same information as the Credit Card Form (PTO-2038) in 
a patent or trademark proceeding, the Office will attempt to redact 
the credit card number (except for the last four digits) from the 
form before it is placed in the file of the patent or trademark 
proceeding. Nevertheless, the Office strongly encourages custom- 
ers to use the Office’s Credit Card Form (PTO-2038) when paying 
fees by credit card. The Office will not accept liability for release 
of credit card information when a customer chooses to use his or 
her own form rather than the Office’s Credit Card Form (PTO- 
2038). 


Comment (9): One comment suggested that the Office could 
avoid including credit card information in a file open to public 
inspection (as an alternative to the Credit Card Form (PTO-2038)) 
by assigning a number or other identifier to a credit card and 
permitting the customer/cardholder to charge fees to that credit 
card by reference to the pre-assigned number or identifier. 


Response: The Office currently does not store credit card 
information within any financial systems or databases for access 
by fee-processing personnel. The Office desires to maximize 
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convenience to its customers and is looking into ways to assign 
and maintain numbers or identifiers for each credit card number. 
The Office will implement such a practice as soon as the necessary 
systems and procedures have been developed. 


Comment (10): One comment suggested that the fees charged 
by credit card institutions for use of a credit card should be borne 
solely by customers who pay fees by credit card. The comment 
specifically suggested that the Office impose a surcharge in excess 
of the given patent or trademark fee on all credit card payments. 


Response: Merchant fees charged for credit card transactions 
are paid by the Department of the Treasury. Processing credit card 
transactions results in lower costs to the Federal Government when 
compared to processing payments made by checks. Therefore, 
there is no need to impose a surcharge for credit card transactions. 


Comment (11): One comment suggested that the Office does 
not always properly expunge information that should not be part of 
a record open to public inspection, so the Office should inform the 
public of its expected compliance rate in another notice of 
proposed rulemaking before adopting a final rule change. Alterna- 
tively, the comment suggests that the Office should accept liability 
for any erroneous disclosure of credit card information included on 
the Credit Card Form (PTO-2038). 


Response: In view of the overwhelming support for the 
proposed change to permit payment of patent and trademark fees 
by credit card (and for the prompt adoption of such change), the 
Office considers it to be contrary to the public interest to delay the 
adoption of this final rule. The incidental situations in which 
confidential information was inadvertently released to the public 
do not warrant delay particularly since use of a credit card is 
optional. Classification Administrative Procedure Act 

Pursuant to the authority at 5 U.S.C. 553(d)(1), the amendment 
to § 1.23 is excepted from the thirty-day advance publication 
requirement of 5 U.S.C. 553(d) because it relieves a restriction. 
Regulatory Flexibility Act 

The Chief Counsel for Regulation of the Department of Com- 
merce has certified to the Chief Counsel for Advocacy, Small 
Business Administration, that the changes in this final rule will not 
have a significant impact on a substantial number of small entities 
(Regulatory Flexibility Act, 5 U.S.C. 605(b)). The Office did not 
previously permit patent or trademark fees (except in an electroni- 
cally filed trademark application or electronic submission in a 
trademark application) to be paid by credit card. The changes in 
this final rule will permit small entities as well as non-small 
entities the option of paying any patent or trademark fee by credit 
card. Small entities as well as non-small entities will continue to 
have the option of paying any patent or trademark fee by check, 
treasury note, national bank note, money order, or charge to a 
deposit account. Based upon the number of small entities who pay 
fees to the Office each year and the percentage of fee payments that 
are by credit card (where currently permitted), the Office expects 
16,000 small entities to pay a patent or trademark fee by credit 
card each year. Thus, the changes in this final rule will not have a 
significant economic impact on any business. 


Executive Order 13132 


This rulemaking does not contain policies with federalism 
implications sufficient to warrant preparation of a Federalism 
Assessment under Executive Order 13132 (August 4, 1999). 


Executive Order 12866 


This rulemaking has been determined to be not significant for 
purposes of Executive Order 12866 (September 39, 1993). 


Paperwork Reduction Act 


This final rule involves information collection requirements 
which are subject to review by the Office of Management and 
Budget (OMB) under the Paperwork Reduction Act of 1995 (44 
U.S.C. 3501 et seq.). As required by the Paperwork Reduction Act 
of 1995 (44 U.S.C. 3507(d)), the Office has submitted an infor- 
mation collection package to OMB for its review and approval. 
The title, description, and respondent description for this informa- 
tion collection is shown below with an estimate of the annual 
reporting burdens. Included in the estimate is the time for 
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reviewing instructions, searching existing data sources, gathering 
and maintaining the data needed, and completing and reviewing 
the collection of information. 


OMB Number: 0651-0043. 

Title: United States Patent and Trademark Office Fees. 

Form Number: PTO-2038. 

Type of Review: Approved through January of 2003. 

Affected Public: Individuals or households, businesses or other- 
for-profit, not-for-profit institutions, farms, state, local or tribal- 
governments, and the Federal Government. 

Estimated Number of Respondents: 100,000 responses per year. 

Estimated Time Per Response: 12 minutes. 

Estimated Total Annual Respondent Burden Hours: 20,000 
hours per year. 

Needs and Uses: Persons submitting fees to the Office need to 
provide information concerning the purpose for the fee so that the 
Office is able to: (1) apply the fee to the particular application, 
patent, trademark registration, or other proceeding, service or 
product; and (2) determine whether the person has submitted the 
fee(s) required by law or regulation. The Credit Card Form 
provides the public with a convenient manner of paying a patent 
application or service fee, trademark application or service fee, or 
information product fee by credit card. 


Interested persons are requested to send comments regarding the 
burden estimate or any other aspects of the information require- 
ments, including suggestions for reducing the burden, to Robert J. 
Spar, Director, Office of Patent Legal Administration, United 
States Patent and Trademark Office, Washington, D.C. 20231, or to 
the Office of Information and Regulatory Affairs of OMB, New 
Executive Office Building, 725 17th Street, N.W., Room 10235, 
Washington, D.C. 20503, Attention: Desk Officer for the United 
States Patent and Trademark Office. 


Notwithstanding any other provision of law, no person is 
required to respond to nor shall a person be subject to a penalty for 
failure to comply with a collection of information subject to the 
requirements of the Paperwork Reduction Act unless that collec- 
tion of information displays a currently valid OMB control 
number. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Courts, Freedom of 
Information, Inventions and patents, Reporting and recordkeeping 
requirements, Small businesses. For the reasons set forth in the 
preamble, 37 CFR Part | is amended as follows: 


PART 1--RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part | is revised to read as 
follows: 
Authority: 35 U.S.C. 2(b)(2). 


2. Section § 1.21 is amended by revising paragraph (m) to read 
as follows: 


§ 1.21 Miscellaneous fees and charges. 


ke KK 


(m) For processing each payment refused (including a check 
returned “unpaid’’) or charged back by a financial 


institution $50.00. 


KKK KE 
3. Section § 1.23 is revised to read as follows: 


§ 1.23 Methods of payment. 


(a) All payments of money required for United States Patent and 
Trademark Office fees, including fees for the processing of 
international applications ( 1.445), shall be made in U.S. dollars 
and in the form of a cashier's or certified check, Treasury note, 
national bank notes, or United States Postal Service money order. 
If sent in any other form, the Office may delay or cancel the credit 
until collection is made. Checks and money orders must be made 
payable to the Director of the United States Patent and Trademark 
Office. (Checks made payable to the Commissioner of Patents and 
Trademarks will continue to be accepted.) Payments from foreign 
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countries must be payable and immediately negotiable in the 
United States for the full amount of the fee required. Money sent 
to the Office by mail will be at the risk of the sender, and letters 
containing money should be registered with the United States 
Postal Service. 


(b) Payments of money required for United States Patent and 
Trademark Office fees may also be made by credit card. Payment 
of a fee by credit card must specify the amount to be charged to the 
credit card and such other information as is necessary to process 
the charge, and is subject to collection of the fee. The Office will 
not accept a general authorization to charge fees to a credit card. 
If credit card information is provided on a form or document other 
than a form provided by the Office for the payment of fees by 
credit card, the Office will not be liable if the credit card number 
becomes public knowledge. 
May 15, 2000 Q. TODD DICKINSON 

Under Secretary of Commerce for 

Intellectual Property and Director of the 

United States Patent and Trademark Office 


[1235 TMOG 38] 





(287) DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
[Docket No. 000328087-0087-01) 


RIN 0651-XX23 


Reestablishment of the Patent and Trademark Office as the 
United States Patent and Trademark Office 


AGENCY: United States Patent and Trademark Office, Com- 
merce. 


ACTION: Notice of reestablishment and adoption of seal. 


SUMMARY: The Patent and Trademark Office Efficiency Act 
reestablishes the Patent and Trademark Office as the United States 
Patent and Trademark Office (USPTO), an agency of the United 
States, within the Department of Commerce. USPTO will continue 
to issue patents, register trademarks, and disseminate information 
about patents and trademarks under the policy direction of the 
Secretary of Commerce, but will otherwise exercise independent 
control of its budget allocations and expenditures, personnel 
decisions and processes, procurements, and other administrative 
and management functions. This notice will explain some key 
aspects of USPTO’s new functions and authorities. 


EFFECTIVE DATE: March 29, 2000. 


ADDRESSES: Director of the United States Patent and Trade- 
mark Office, Washington, D.C. 20231. 


FOR FURTHER INFORMATION CONTACT: Richard Torc- 
zon, 703-305-9035. 


SUPPLEMENTARY INFORMATION: The Patent and Trade- 
mark Office Efficiency Act (PTOEA) (Pub. L. 106-113, 113 Stat. 
1501A-572) becomes effective March 29, 2000, and reestablishes 
the Patent and Trademark Office as an agency of the United States, 
within the Department of Commerce. The PTOEA transforms 
USPTO into a performance-based organization that uses quantita- 
tive and qualitative measures and standards for evaluating cost- 
effectiveness that are consistent with the principles of impartiality 
and competitiveness. Under the PTOEA, USPTO will continue to 
issue patents, register trademarks, and disseminate information 
about patents and trademarks under the policy direction of the 
Secretary of Commerce, but USPTO will exercise independent 
control over its budget allocations and expenditures, personnel 
decisions and processes, procurements, and other administrative 
and management functions. Some key aspects of the reestablish- 
ment of USPTO include: 
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1. New Titles 


The head of USPTO is the “Under Secretary of Commerce for 
Intellectual Property and Director of the United States Patent and 
Trademark Office”. The Director is assisted by the “Deputy Under 
Secretary of Commerce for Intellectual Property and Deputy 
Director of the United States Patent and Trademark Office”. 


The patent operations of USPTO are now headed by the 
“Commissioner for Patents”. 


The trademark operations of USPTO are now headed by the 
“Commissioner for Trademarks”. 


Under section 4741 (b) of the PTOEA, any reference to the 
Commissioner of Patents and Trademarks, the Assistant Commis- 
sioner for Patents, or the Assistant Commissioner for Trademarks 
is deemed to refer to the Director, the Commissioner for Patents, 
or the Commissioner for Trademarks, respectively. Hence, until 
further notice, no change is necessary to any mailing procedure, 
form, or other document submitted to USPTO. Appropriate use of 
the new titles is acceptable as well. 


2. Mailing Address 


The mailing address remains the same, as reflected in the 
ADDRESSES section above. USPTO will accept mail addressed 
to either the Director of the United States Patent and Trademark 
Office or the Commissioner of Patents and Trademarks. 

3. Continuity of Operations 

Under subsection 4743(a) of the PTOEA, all orders, determina- 
tions, rules, regulations, permits, grants, loans, contracts, agree- 
ments, certificates, licenses, and privileges in effect on March 28, 
2000, shall remain in effect with equal force. Similarly, under 
subsection 4743(b), all proceedings under way on March 28, 2000, 
shall continue. To this end, USPTO adopts all authorities, includ- 
ing rules, manuals, orders, and precedent, of the Patent and 
Trademark Office in effect on March 28, 2000. Until otherwise 
indicated, USPTO will continue to follow the Federal Acquisition 
Regulations and Department of Commerce regulations applicable 
to the Patent and Trademark Office on March 28, 2000. 


USPTO may continue to use existing stocks of letterhead and 
other products. 


5. Seal 


USPTO adopts the following as its seal which shall be judicially 
noticed and with which letters patent, certificates of trademark 
registrations, and papers issued by USPTO shall be authenticated: 





(Authority: Sec. 4712, Pub. L. 106-113, 113 Stat. 15S01A-572 
(35 U.S.C. 2(b)).) 
March 30, 2000 Q. TODD DICKINSON 

Under Secretary of Commerce for 

Intellectual Property and Director of the 

United States Patent and Trademark Office 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
[Docket No. 000317075-0075-01] 
RIN 0651-XX22 


(288) 


Public Advisory Committees 
AGENCY: Patent and Trademark Office, Commerce. 


ACTION: Notice and request for nominations. 


SUMMARY: On November 29, 1999, the President signed into 
law the Patent and Trademark Office Efficiency Act, Public Law 
106-113, Title VI, Subtitle G, which, among other things, estab- 
lished Public Advisory Committees to review the policies, goals, 
performance, budget and user fees of the United States Patent and 
Trademark Office (USPTO) with respect to patents, in the case of 
the Patent Public Advisory Committee; and with respect to 
trademarks in the case of the Trademark Public Advisory Com- 
mittee. To implement these statutory changes, the USPTO is 
requesting nominations for members to these Committees. 


DATES: Nominations must be submitted on or before April 28, 
2000. 


ADDRESSES: Persons wishing to submit nominations should 
send the nominee’s resume to Nicholas Flagler by electronic mail 
to nicholas.flagler@uspto.gov; by facsimile transmission marked 
to his attention at (703) 305-8664, or by mail marked to his 
attention and addressed to the Office of the Commissioner, United 
States Patent and Trademark Office, Washington, DC 20231. 


FOR FURTHER INFORMATION CONTACT: Nicholas Flagler 
by telephone at (703) 305-8600, by electronic mail to 
nicholas.flagler@uspto.gov, by facsimile transmission marked to 
his attention at (703) 305-8664, or by mail marked to his attention 
and addressed to the Office of the Commissioner, U.S. Patent and 
Trademark Office; Washington, DC 20231. 


SUPPLEMENTARY INFORMATION: Under the Patent and 
Trademark Office Efficiency Act, the Secretary of Commerce must 
appoint members of the Patent and Trademark Public Advisory 
Committees by June 29, 2000. The Advisory Committees will: 

*Review and advise the Director of the United States Patent and 
Trademark Office (USPTO) on matters relating to policies, goals, 
performance, budget, and user fees of patents and trademarks, 
respectively; and 

Within 60 days after the end of each fiscal year, (1) prepare an 
annual report of the matters listed above, (2) transmit the report to 
the Secretary of Commerce, the President, and the Committees on 
the Judiciary of the Senate and the House of Representatives, and 
(3) publish the report in the Official Gazette of the USPTO. 

Members of the Patent and Trademark Advisory Committees 
will be appointed by and serve at the pleasure of the Secretary of 
Commerce. The Secretary will designate a chair of each Advisory 
Committee, whose term as chair will be for 3 years. In making 
appointments to each Committee, the Secretary shall consider the 
risk of loss of competitive advantage in international commerce or 
other harm to U.S. companies as a result of such appointments. 


Advisory Committees 


The Patent Public Advisory Committee will be composed of 
nine voting members who represent small and large entity appli- 
cants located in the United States. The composition of the 
Advisory Committee will be proportional to the number of 
applications filed by small and large entity applicants. However, in 
no case will members who represent small entity patent applicants 
(e.g., small businesses, independent inventors, and non-profit 
organizations) constitute less than 25 percent of the Patent Public 
Advisory Committee. The Advisory Committee will include at 
least one independent inventor and will include individuals with 
substantial experience and achievement in finance, management, 
labor relations, science, technology, and office automation. 

The Trademark Public Advisory Committee will be composed 
of nine voting members and will include individuals with substan- 
tial experience and achievement in finance, management, labor 
relations, science, technology, and office automation. 

In addition to the voting members, each Advisory Committee 
will include a representative of each labor organization recognized 
by the United States Patent and Trademark Office. Such represen- 
tatives will be non-voting members of the Advisory Committee. 
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Procedures and Guidelines of the Patent and Trademark Public 
Advisory Committees 


Each appointed member of the Patent and Trademark Advisory 
Committees will serve for a term of 3 years, with one-third of the 
members rotating out each year. Therefore, of the members first 
appointed, three will be appointed to a term of | year, and three 
will be appointed for a term of 2 years. 


As required by the Act, members of the Patent and Trademark 
Advisory Committees will receive compensation for each day, 
including travel time, while the member is attending meetings or 
engaged in the business of that Advisory Committee. The rate of 
compensation is the daily equivalent of the annual rate of basic pay 
in effect for level III of the Executive Schedule under section 5314 
of title 5, United States Code. While away from home or regular 
place of business, each member will be allowed travel expenses, 
including per diem in lieu of subsistence, as authorized by section 
5703 of title 5, United States Code. 


The United States Patent and Trademark Office will provide the 
necessary administrative support, including technical assistance, 
for the Committees. Members of each Advisory Committee will be 
provided access to records and information in the United States 
Patent and Trademark Office, except for personnel or other 
privileged information, and information concerning patent appli- 
cations required to be kept in confidence by section 122. 


Applicability of Certain Ethics Laws 


Members of each Public Advisory Committee shall be special 
Government employees within the meaning of section 202 of title 
18, United States Code. The following additional information 
assumes that members are not engaged in Public Advisory 
Committee business more than sixty days each calendar year: 


*Each member will have to file a confidential financial disclo- 
sure form upon appointment. 5 CFR 2634.202(c), 2634.204, 
2634.903, and 2634.904(b). 


*Each member will be subject to many of the public integrity 
laws, including criminal bars against representing a party, 18 USC 
203(c), or acting where the United States has an interest, 18 USC 
205(c), in a particular matter that came before the member’s 
committee and that involved at least one specific party. See also 18 
USC 207 for post-membership bars. A member also must not act 
on a matter in which the member (or any of certain closely related 
entities) has a financial interest. 18 USC 208. 


*Representation of foreign interests may also raise issues. 35 
USC S(a)(1) and 18 USC 219. 


Meetings of the Patent and Trademark Public Advisory Commit- 
tees 


Meetings of each Advisory Committee will take place at the call 
of the chair to consider an agenda set by the chair. Meetings may 
be conducted in person, electronically through the Internet, or by 
other appropriate means. The meetings of each Advisory Commit- 
tee will be open to the public except each Advisory Committee 
may, by majority vote, meet in executive session when considering 
personnel or other confidential matters. Nominees must also be 
available and have the ability to participate in Committee business 
through the Internet. 


Procedure for Submitting Nominations 


Submit resumes for nominations for the Patent Public Advisory 
Committee and the Trademark Public Advisory Committee to 
Nicholas Flagler (see ADDRESSES). Each nominee must (1) be a 
citizen of the United States, and (2) represent the interests of at 
least some of the diverse USPTO users, e.g., either a large or small 
entity located in the United States, including--if the nominee 
represents small entity interests--small businesses, independent 
inventors, or nonprofit organizations. 
March 23, 2000. Q. Todd Dickinson 
Assistant Secretary of Commerce 
and Commissioner of Patents and 
Trademarks 
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Patent and Trademark Office 
Meeting of the Public Advisory Committee for Trademark 
Affairs 

AGENCY: Patent and Trademark Office, Commerce. 

ACTION: Notice of meeting. 

SUMMARY: The Patent and Trademark Office is announcing, in 
accordance with Section 10(a)(2) of the Federal Advisory Com- 
mittee Act (Public Law 92-463), an open meeting of the Public 


Advisory Committee for Trademark Affairs. 


DATES: The meeting will be held from 10:00 a.m. until 4:00 p.m. 
on Friday, February 4, 2000. 


ADDRESSES: The meeting will take place at the U.S. Patent and 
Trademark Office, Commissioner’s Conference Room, 9th floor, 
Crystal Park 2, 2121 Crystal Drive, Arlington, Virginia 22202. 


FOR MORE INFORMATION CONTACT: Sharon Marsh by 
mail marked to her attention and addressed to Office of the 
Assistant Commissioner for Trademarks, Patent and Trademark 
Office, 2900 Crystal Drive, South Tower Building, Suite 10B10, 
Arlington, VA 22202-3513; by telephone at (703) 308-9100, 
extension 45; by fax at (703) 308-9395; or by e-mail to 
sharon.marsh@ uspto. gov. 


SUPPLEMENTARY INFORMATION: The meeting will be 
open to public observation. Accordingly, seating will be available 
to members of the public on a first-come-first-served basis. 
Members of the public will be permitted to make oral comments of 
three (3) minutes each. Written comments and suggestions will be 
accepted before or after the meeting on any of the matters 
discussed. Copies of the minutes will be available upon request. 
The agenda for the meeting will be the implementation of the 
Patent and Trademark Office Efficiency Act (Pub. L. 106-113, Title 
VI, Subtitle G). 


January 11, 2000 Q. TODD DICKINSON 


Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 


Solicitation of Applications for Membership on 
Public Advisory Committee for Trademark Affairs 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice. 


SUMMARY: The Patent and Trademark Office seeks five mem- 
bers for the Public Advisory Committee for Trademark Affairs. 
Each member will serve a three-year term. A member must be an 
organization that is representative of the intellectual property 
community, e.g., a bar group, an intellectual property organization, 
a business organization or an academic institution. Interested 
organizations should respond by a letter that includes the infor- 
mation requested in the Supplementary Information section of this 
notice. 


DATES: Submit applications on or before January 29, 1999. 


ADDRESSES: Mail letters of request to participate in the Public 
Advisory Committee for Trademark Affairs to The Honorable Q. 
Todd Dickinson, Deputy Assistant Secretary of Commerce and 
Deputy Commissioner of Patents and Trademarks, United States 
Patent and Trademark Office, Washington, D.C. 20231. 
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FOR FURTHER INFORMATION CONTACT: Sharon Marsh, 
Trademark Administrator, by telephone at (703) 308-8910 ext. 45; 
by fax at (703) 308-9395; or by e-mail to sharon.marshuspto. gov. 


SUPPLEMENTARY INFORMATION: This Committee is char- 
tered under the Federal Advisory Committee Act (Pub. L. 92-463). 
Its purpose is to advise the Patent and Trademark Office (Office) on 
ways to increase the Office’s efficiency and effectiveness and to 
provide a continuing flow of insights and perceptions from the 
private sector to the Office in the areas of domestic and interna- 
tional trademark law. 


The Office amended the charter of the Committee in 1996 to 
make the Committee more diverse and more representative of 
trademark owners, trademark practitioners and the Intellectual 
Property community as a whole. Accordingly, the Commissioner 
will select five representative organizations from among intellec- 
tual property organizations, bar groups, business-related organiza- 
tions and academia. The five organizations whose terms will 
expire on December 31, 1998, are not precluded from responding 
to this notice. 


Each organization’s letter to the Commissioner should explain 
the nature, size and characteristics of the organization and what 
insights and perspective it would bring to the work of the 
Committee. 


The members will be selected based on the following criteria: 
(1) organization’s familiarity with the operations of the Patent and 
Trademark Office relating to trademarks and trademark rules, 
trademark practices, and the administration of the trademark 
operations; (2) the organization’s experience practicing before the 
Patent and Trademark Office in trademark matters; and (3) 
evidence of the organization’s interest in trademark practices, such 
as established committees designed to improve trademark opera- 
tions, or legal education activities regarding trademark practices. 
December 22, 1998 Q. TODD DICKINSON 

Deputy Assistant Secretary of Commerce 
and Deputy Commissioner of Patents and 
Trademarks 
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(291) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
[Docket No. 981214305-8305-01] 


RIN 0651-AB02 


Official Insignia of Native American Tribes; 
Statutorily Required Study 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Request for comments. 


SUMMARY: On October 30. 1998, President Clinton signed 
Public Law 105-330. This law requires that the Patent and 
Trademark Office (PTO) study a variety of issues surrounding 
trademark protection for the official insignia of federally and/or 
state recognized Native American tribes. The new law requires that 
the Commissioner of Patents and Trademarks (Commissioner) 
complete the study and submit a report, including the findings and 
conclusions, to the chairmen of the Committee on the Judiciary of 
the Senate and the Committee on the Judiciary of the House of 
Representatives, not later than September 30, 1999. This notice 
requests input that will help the PTO make an initial determination 
of how best to conduct the study, where public hearings should be 
held, and who should be consulted during the study process. 


DATES: To ensure consideration, comments must be received no 
later than 45 DAYS FROM THE DATE OF PUBLICATION IN 
THE FEDERAL REGISTER. 
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ADDRESSES: Comments must be submitted to: Eleanor K. 
Meltzer, Attorney-Advisor, Office of Legislative and International 
Affairs; U.S. Patent and Trademark Office; 2121 Crystal Drive, 
Suite 902; Arlington, VA 22202. Comments may also be submitted 
bv e-mail to: NAFedRegNotice@USPTO.GOV. 


FOR FURTHER INFORMATION CONTACT: Eleanor K. 
Meltzer; Telephone: 703-306-2960; E-mail: 
eleanor.meltzer@uspto.gov; facsimile transmission: 703-305- 
8885. P.L. 105-330 may be viewed via the Library of Congress 
website at: thomas.loc.gov. 


SUPPLEMENTARY INFORMATION: Members of Congress 
have received complaints regarding the lack of adequate protection 
for the official insignia of Native American tribes. Title III of P.L. 
105-330 requires the PTO to study how such official insignia may 
better be protected under trademark law. As an initial step to 
completing the mandated study, through this Notice the PTO 
would like comments on: (1) how best to conduct the study; (2) 
where public hearings should be held; and (3) who should be 
consulted during the study process. 

Issues to be Addressed by the Study The final study must 


address a variety of issues, including the impact of any changes on 
the international legal obligations of the United States, the 
definition of “official insignia” of a federally and/or state recog- 
nized Native American tribe, and the administrative feasibility, 
including the cost, of changing current law or policy in light of any 
recommendations. To help in answering items 1-3 above, the 
following issues are raised. They are provided for informational 
purposes only. Another Federal Register notice will be published 
in 1999 specifically requesting answers to the following questions. 


* Definition of “Official Insignia” - How should the PTO define 
“official insignia” of a federally or state recognized Native 
American tribe? 


* Establishing and Maintaining a List of Official Insignia - How 
should the PTO establish a list of the official insignia of federally 
and/or state recognized Native American tribes? How should the 
PTO maintain such a list? 


* Impact of Changes In Current Law or Policy - How would any 
change in law or policy with respect to prohibiting the Federal 
registration of trademarks identical to the official insignia of 
Native American tribes, or of prohibiting any new use of the 
Official insignia of Native American tribes, affect Native American 
tribes? How would such changes affect trademark owners? How 
would such changes affect the Patent and Trademark Oflice? How 
would such changes affect any other interested party? What impact 
would any such changes have on the international legal obligations 
of the United States? 


* Impact of Prohibition on Federal Registration & New Uses of 
Official Insignia - How would prohibiting Federal registration of 
trademarks identical to the official insignia of Native American 
tribes affect any/all of the above-mentioned entities? How would 
prohibiting any new use of the official insignia of Native American 
tribes affect any/all of the above-mentioned entities? What effect 
would such prohibitions have on the international legal obligations 
of the United States? What defenses, including fair use, might be 
raised against any claims of infringement? 


* Administrative Feasibility - What is the administrative feasi- 
bility, including the cost, of changing the current law or policy, to 
prohibit the registration? What is the administrative feasibility, 
including the cost, of prohibiting any new uses of the official 
insignia of state or federally recognized Native American tribes? 
What is the administrative feasibility, including the cost, of 
otherwise providing additional protection to the official insignia of 
federally and state recognized Native American tribes? 


* Timing of Changes in Protection - Should changes in the scope 
of protection for official tribal insignia be offered prospectively? 
Retrospectively? What is the impact of such protection? 





* Statutory Requirements - What statutory changes would be 
necessary in order to provide such protection? 
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* Other Relevant Factors - What other factors, not mentioned 
above, are relevant to this issue? 


Request for Public Comment 


The Commissioner has identified the following topics for which 
public comment is currently requested: 


1. Best Method of Obtaining Public Comments 


What is the best way to obtain public comments? Should the PTO 
conduct public hearings in order to obtain comments? 


2. Site of Public Hearings 


If public hearings are desirable, where should these hearings be 
conducted? If suggesting sites for public hearings, please explain 
the benefits, particularly in terms of reaching a relevant audience. 


3. Persons/Organizations to Consult 


Who should be consulted in order to effectively study the impact 
of changes in trademark protection for the official insignia of 
Native American tribes? Why? 


Persons interested in commenting on the issues outlined above, or 
any other topics related to the official insignia of Native American 
tribes, should submit their comments in writing to the above 
address. It is emphasized that, right now, the PTO is only 
requesting comments on Questions 1, 2, and 3 above. All 
comments received in response to this notice will become part of 
the public record and will be available for inspection and copying 
at Suite 902Q, Crystal Park 2, 2121 Crystal Drive, Arlington, 

Virginia. 
December 22, 1998 Q. TODD DICKINSON 
Deputy Assistant Secretary of 
Commerce and Deputy Commissioner of 
Patents and Trademarks 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 1, 2, 3 and 6 
RIN 0651-AB00 


TRADEMARK LAW TREATY 
IMPLEMENTATION ACT CHANGES 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice of proposed rulemaking; Notice of hearing. 


SUMMARY: The Patent and Trademark Office (Office) proposes 
to amend its rules to implement the Trademark Law Treaty 
Implementation Act of 1998 (TLTIA), Pub. L. No. 105-330, 112 
Stat. 3064 (15 U.S.C. 1051), and to otherwise simplify and clarify 
procedures for registering trademarks, and for maintaining and 
renewing trademark registrations. 


DATES: Comments must be received by June 25, 1999, to ensure 
consideration. A public hearing will be held at 10:00 am, June 10, 
1999, in the South Tower Building, Ist floor, 2900 Crystal Drive, 
Arlington, Virginia 22202-3513. Submit requests to present oral 
testimony on or before June 3, 1999. 


ADDRESSES: Mail comments to the Assistant Commissioner for 
Trademarks, 2900 Crystal Drive, Arlington, Virginia 22202-3513, 
attention Mary Hannon; fax comments to (703) 308-9395, 
attention Mary Hannon; or email comments to 
tltia.commentsuspto.gov. Copies of all comments will be available 
for public inspection in Suite 10B10, South Tower Building, 10th 
floor, 2900 Crystal Drive, Arlington, Virginia 22202-3513, from 
8:30 a.m. until 5:00 p.m., Monday through Friday. 





Fesruary 20, 2001 


FOR FURTHER INFORMATION CONTACT: Mary Hannon, 
Office of Assistant Commissioner for Trademarks, (703) 308- 
8910, ext. 37. 


SUPPLEMENTARY INFORMATION: 


TLTIA implements the Trademark Law Treaty (TLT). The purpose 
of TLT is to make the procedural requirements of the different 
national trademark offices more consistent. 


TLTIA was enacted October 30, 1998. Title I of TLTIA, which 
contains the provisions that implement the treaty, will become 
effective October 30, 1999. 


References below to “the Act,” “the Trademark Act” or “the 
statute” refer to the Trademark Act of 1946, as amended, 15 U.S.C. 
1051 et seq. “TMEP” is the Trademark M. l of E. ining 
Procedure (2nd ed., Rev. 1.1, August 1997). 





Application Filing Dates 


TLTIA §103 adds §§1(a)(4) and I(b)(4) of the Act to give the Office 
authority to establish and change filing date requirements. The 
Office proposes to eliminate several of the current minimum 
requirements necessary to receive a filing date. The goal is to make 
it easier for applicants to obtain filing dates, but also to ensure that 
the Office has enough information to begin examination, and to 
provide third parties who search Office records with accurate 
information about pending applications. 


The Office proposes the following minimum filing requirements 
for granting a filing date: (1) the name of the applicant; (2) a name 
and address for correspondence; (3) a clear drawing of the mark; 
(4) a list of the goods or services; and (5) the filing fee for at least 
one class of goods or services. 


Section 44(e) of the Act, as amended, no longer requires that a 
certified copy of the foreign registration accompany an application 
based on §44(e). The Office proposes to require submission of the 


foreign certificate before the mark is published for opposition or 
approved for registration on the Supplemental Register. 


The Office also proposes to eliminate the current filing date 
requirements for an allegation of the applicant’s use or bona fide 
intention to use the mark in commerce; for a specimen, and date of 
first use in commerce in a §1(a) application; and for a signature. 
These elements will be required before the mark is published for 
opposition or approved for registration on the Supplemental 
Register. 


Bulky Specimens 


Proposed §2.56(d)(1) requires that specimens be flat and no larger 
than 8 1/2 inches (21.6 cm.) wide by 11.69 inches (29.7 cm.) long. 
This is consistent with current 2.56. The Office proposes to add 
§2.56(d)(2), stating that if an applicant submits a specimen that 
exceeds the size requirement (a “bulky specimen”), the Office will 
create a facsimile of the specimen that meets the requirements of 
the rule (i.e., is flat and no larger than 8 1/2 inches (21.6 cm.) wide 
by 11.69 inches (29.7 cm.) long), insert it in the application file 
wrapper, and destroy the original bulky specimen. 


Currently, when an applicant submits a specimen that does not 
conform to the requirements of §2.56 (i.e., is not flat, exceeds the 
size limitation, etc.), the Office retains the specimen even though 
it is impossible to attach it to the application file wrapper. This 
requires substantial special handling because the Office must store 
and track the specimens separately from the application file 
wrappers. Because the number of newly filed applications has 
increased from approximately 83,000 to over 233,000 per year 
over the past ten years, and the number of pending applications has 
increased from less than 100,000 to over 350,000 in the same 
period, it has become increasingly difficult to ensure that the bulky 
specimens follow the application files. As the number of applica- 
tions has increased, bulky materials submitted as specimens have 
also increased, requiring an increased use of limited resources to 
handle the bulky materials. Further, because specimens of this 


U.S. PATENT AND TRADEMARK OFFICE 


1243 TMOG 905 
(292) 


nature are often misplaced or lost during examination processing, 
the Office must then require new specimens, slowing examination 
and inconveniencing applicants. 


Because the requirement for flat specimens can be easily satisfied 
through the use of photographs, photocopies, or other means of 
reproduction, the Office will no longer retain bulky materials 
submitted as specimens. In very limited circumstances, the Office 
will continue to accept specimens consisting of videotapes, audio- 
tapes, CDs, computer diskettes, and similar materials where there 
are no non-bulky alternatives, and the submission is the only 
means available for showing use of the mark. 


Number of Specimens Required 


The Office proposes to amend §§2.56(a), 2.76(b)(2), 2.86(b), and 
2.88(b)(2) to require one rather than three specimens with an 
application under §1 of the Act, or an amendment to allege use or 
statement of use of a mark in an application under §1(b) of the Act. 
The Office previously required three specimens so that an inter- 
ested party, such as a potential opposer, could permanently remove 
a specimen from an application file, yet not leave the file without 
specimens. TMEP§905.01. However, multiple copies of speci- 
mens are no longer necessary because the public may make 
photocopies of a single specimen. 


Person Who May Sign Verified Statement 


Currently, §§1(a)(1)(A) and 1(b)(1)(A) of the Act require that an 
application by a juristic applicant be signed “by a member of the 
firm or an officer of the corporation or association applying.” 
TLTIA §103 amends §§1(a) and l(b) of the Act to eliminate the 
specification of the appropriate person to sign on behalf of an 
applicant. The legislative history states: 


Under the existing provision, the Patent and Trademark 
Officehas been limited to accepting, for example, only the 
signature of an officer of a corporation on an application 
when another corporatemanager’s signature would be ap- 
propriate because the corporate managerhas specific knowl- 
edge of the facts asserted in the application. Theunnecessary 
rigidity of the existing provision has worked a hardship 
onapplicants who have been denied filing dates because the 
personverifying their application has not met the strict 
requirement of beingan officer of the corporate applicant. 
Additionally, the Patent andTrademark Office has had diffi- 
culty applying the officer requirement toforeign juristic 
entities whose managers are not clearly officers underthe 
United States corporate standards. 


HR. Rep. No. 194, 105th Cong., Ist Sess. 12 (1997). 


Proposed §§2.33(a)(2), 2.76(b)(1), 2.88(b)(1), 2.89(a)(3), and 
2.89(b)(3) require that a person properly authorized to sign on 
behalf of the applicant sign the verification. Proposed §2.33(a)(2) 
states that a person who is properly authorized to sign on behalf of 
the applicant includes a person with legal authority to bind the 
applicant and/or a person with firsthand knowledge and actual or 
implied authority to act on behalf of the applicant. 


The same principles apply to the verification of an affidavit or 
declaration of continued use or excusable nonuse under §8 of the 
Act. Proposed §2.161(b) requires that a person properly authorized 
to sign on behalf of the owner sign the verification. Proposed 
§2.161(b)(2) states that a person who is properly authorized to sign 
on behalf of the owner includes a person with legal authority to 
bind the owner and/or a person with firsthand knowledge and 
actual or implied authority to act on behalf of the owner. 


Filing by Owner 


Although TLTIA amends the statute to eliminate the specification 
of the proper party to sign on behalf of an applicant or registrant, 
the statute still requires that the owner of the mark file an 
application for registration, amendment to allege use, statement of 
use, request for extension of time to file a statement of use, and §8 
affidavit. See sections I(a)(1), 1(b)(1), (d)(1), 1(d)(2), and 8(b) of 
the Act. 
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TLTIA §105 amends §8 of the Act to require that the owner of the 
mark file an affidavit of continued use or excusable nonuse within 
the time period set forth in §8(a) of the Act. The legislative history 
states: 


Throughout the revised section 8, the term “registrant” 
hasbeen replaced by the term “owner.” The practice at the 
Patent andTrademark Office has been to require that the 
current owner of theregistration file all the post-registration 
affidavits needed tomaintain a registration. The current 
owner of the registration must averto actual knowledge of 
the use of the mark in the subject registration. However, the 
definition of “registrant” in section 45 of the Act statesthat 
the “terms ‘applicant’ and ‘registrant’ embrace the legalrep- 
resentatives, predecessors, successors and assigns of each 
applicantand registrant.” Therefore, use of the term “regis- 
trant” in section 8 ofthe Act would imply that any legal 
representative, predecessor,successor or assign of the regis- 
trant could successfully file theaffidavits required by sec- 
tions 8 and 9. To correct this situation, andto keep with the 
general principal [sic], as set out in section 1, thatthe owner 
is the proper person to prosecute anapplication, section 8 
hasbeen amended to state that the owner must file the 
affidavits requiredby the section. 


H.R. Rep. No. 194, 105th Cong., Ist Sess. 18-19 (1997). 


Therefore, the Office proposes to amend 2.163(a) and 2.164(b) to 
make it clear that filing by the owner is a minimum requirement 
that cannot be cured after expiration of the filing period set forth 
in 8 of the Act. 


Sections I(a) and 1(b) of the Act require that an application for 
registration of a mark be filed by the owner. Therefore, the Office 
also proposes to add new §2.71(d), stating that although a mistake 
in setting out the applicant’s name can be corrected, the application 
cannot be amended to set forth a different entity as the applicant; 
and that an application is void if it is filed in the name of an entity 
that did not own the mark as of the filing date of the application. 
This codifies current practice. TMEP §802.07. Huang v. Tzu Wei 
Chen Food Co. Ltd., 7 USPQ2d 1335 (Fed. Cir. 1988) (application 
filed in name of individual two days after mark was acquired by 
newly formed corporation held void); Accu Personnel Inc. v. 
Accustaff Inc., 38 USPQ2d 1443 (TTAB 1996) (application filed 
in name of entity that did not yet exist not void); In re Tong Yang 
Cement Corp., 19 USPQ2d 1689 (TTAB 1991) (application filed 
by joint venturer void where mark owned by joint venture); 
U.S. Pioneer Electronics Corp. v. Evans Marketing, Inc., 183 
USPQ 613 (Comm’r Pats. 1974) (misidentification of applicant's 
name may be corrected). 


The Office also proposes to amend §§2.88(e)(3), 2.89(a)(3), and 
2.89(b)(3) to state that if a statement of use or request for an 
extension of time to file a statement of use is unsigned or signed 
by the wrong party, a substituie verification must be submitted 
before the expiration of the statutory period for filing the statement 
of use. This is consistent with current practice. See TMEP 
§§1105.05(f)(i)(A) and 1105.05(d). Sections I(d)(1) and (2) of the 
Act require verification by the owner within the statutory period 
for filing the statement of use. Therefore, the Office cannot extend 
or waive the deadline for filing the verification. In re Kinsman, 33 
USPQ2d 1057 (Comm’r Pats. 1993). 


Revival of Abandoned Applications 


TLTIA §§103 and 104 amend §§1(d)(4) and 12(b) of the Act to 
permit the revival of an abandoned application where the delay in 
responding to an Office action or notice of allowance is “uninten- 
tional.” Currently, an abandoned application can be revived only if 
the delay was “unavoidable,” a much stricter standard. The 
“unavoidable delay” standard has been removed from the statute. 
See the discussion below of the proposed amendments to §2.66 for 
the requirements for filing a petition to revive. 
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Post Registration 
Statutory Changes 


TLTIA §§105 and 106 amend: (1)§8 of the Act, 15 U.S.C. 1058, to 
add a requirement for filing an affidavit or declaration of continued 
use or excusable nonuse (§8 affidavit) in the year before the end of 
every ten-year period after the date of registration; and (2) §9 of 
the Act, 15 U.S.C. 1059, to delete the requirement for a declaration 
of continued use or excusable nonuse in a renewal application. 
Thus, every tenth year, the owner of a registration must file both a 
§8 affidavit and a renewal application. 


The statutory filing periods for the ten-year §8 affidavits are the 
same as the statutory filing periods for the renewal applications. 
The Office will create a combined “Section 8 and 9” form to make 
it easy to make both filings in a single document. In substance, the 
requirements of the combined filing under amended 8 and 9 will be 
the same as the requirements for renewal under current law. 


A §8 affidavit between the fifth and sixth year after the date of 
registration is also required. This is consistent with current law. No 
renewal application will be required during the sixth year. 


TLTIA §§105 and 106 amend §§8 and 9 of the Act to permit filing 
within a six-month grace period after the end of the statutory filing 
period, with an additional surcharge. 


TLTIA §§105 and 106 also amend §§8 and 9 to allow for the 
correction of deficient filings after the statutory filing period 
expires, with payment of an additional surcharge. The amended 
Act does not define deficiency or place any limits on the type of 
deficiency or omission that can be cured after expiration of the 
statutory filing period. The Commissioner has broad discretion to 
establish procedures and fees for curing deficiencies or omissions. 


Fee Changes 


The Office proposes to decrease the renewal fee from $300 to $200 
per class. 


As a result of increased administrative costs, the Office proposes to 
increase the filing fees for §8 affidavits and for §15 affidavits from 
$100 to $200 per class. 


The proposed surcharge for filing a §8 affidavit or §9 renewal 
application during the grace period is $100 per class. This is 
consistent with the current renewal grace period fee. 


The proposed surcharge for correcting a deficiency in a §8 affidavit 
or a §9 renewal application is $100. Sections 8(c)(2) and 9(a) of 
the Act require a surcharge for correcting deficiencies. 


Recording Assignments and Changes of Name 


Currently, the Office will record only an original document or a 
true copy of an original. TLTIA §107 amends §10 of the Act to 
allow recordation of a document that is not an original or a true 
copy. 


Assignment of l(b) Applications 


TLTIA §107 amends §10 to permit an assignment after the 
applicant files an amendment to allege use under §1(c) of the Act. 
Currently, a §1(b) application cannot be assigned until after the 
filing of a statement of use under §I(d) of the Act, except to a 
successor to the applicant’s business, or the portion of the business 
to which the mark pertains. This amendment corrects an oversight 
in the Trademark Law Revision Act of 1988 (Titie 1 of Pub. Law. 
No. 100-667, 102 Stat. 3935 (15 U.S.C. 1051)), which amended 
§10 of the Act to permit an assignment of a §1(b) application to 
someone other than a successor to the applicant’s business only 
after the filing of a statement of use under §I(d) of the Act. The 
substance of statements of use and amendments to allege use are 
the same, and the only difference is the time of filing, so there is 
no reason to treat them differently. 
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Discussion of Specific Rules Changed or Added 


The Office proposes to amend rules 1.1, 1.4, 1.5, 1 
2.17, 2.20, 2.21, 2.31, 2.32, 2.33, 2.34, 2.35, 2.37, 
2.51, 2.52, 2.56, 2.57, 2.58, 2.59, 2.66, 2.71, 2.72, 
2.89, 2.101, 2.111, 2.146, 2.151, 2.155, 2.156, 2. 
2.163, 2.164, 2.165, 2.166, 2.167, 2.168, 2.17 


38. 
76, 
2.1 
2 pA 
2.183, 2.184, 2.185, 2.186, 3.16, 324, 3.25, 3.28, 3.31, and 6. 


6,1 

24 

a2 
160, 
a: 


The Office proposes to revise §1.1(a)(2) to set forth all the 
addresses for filing trademark correspondence in one rule. 


The Office proposes in §1.l(a)(2)(i) to exempt papers filed elec- 
tronically from the requirement that correspondence be mailed to 
the street address of the Office. 


The Office proposes to state in §1.1(a)(2)(v) that an applicant may 
transmit an application for trademark registration electronically, 
but only if the applicant uses the Office’s electronic form. 


The Office proposes to amend §1.4(a)(2) to correct a cross- 
reference. 


The Office proposes to add a new §1.4(d)(1)(iii) to provide for 
signature of electronically transmitted trademark filings, where 
permitted. 


The Office proposes to amend §1.5(c) to clarify the requirements 
for identifying trademark applications and registrations. 


The Office proposes to amend §1.6(a) to provide that the Office 
will consider trademark-related correspondence transmitted elec- 
tronically to have been filed on the date of transmission, regardless 
of whether that date is a Saturday, Sunday, or Federal holiday 
within the District of Columbia. This is consistent with the 
treatment of correspondence filed as Express Mail with the United 
States Postal Service under §1.10. 


The Office proposes to amend §1.23 to allow payments for 
electronic applications and other electronic submissions autho- 
rized by the Office by a credit card identified on the electronic 
form. 


The Office proposes to revise §2.1 to update a cross-reference. 


The Office proposes to amend §2.6(a)(5) to decrease the filing fee 
for a renewal application from $300 to $200 per class. 


The Office proposes to amend §2.6(a)(6) to delete reference to the 
three-month renewal grace period. TLTIA changes the grace 
period to six months. 


The Office proposes to amend §2.6(a)(12) to increase the fee for 
filing a §8 affidavit from $100 to $200 per class, due to increased 
administrative costs. 


The Office proposes to revise §2.6(a)(13) to increase the fee for 
filing a 15 affidavit from $100 to $200 per class, due to increased 
administrative costs. 


The Office proposes to remove §2.6(a)(14) because it is unneces- 
sary. The cost of a combined affidavit or declaration under §88 and 
15 of the Act is the sum of the cost of the individual filings. 


The Office proposes to add new §2.6(a)(14) requiring a $100 
surcharge per class for filing a §8 affidavit during the grace period. 


The Office proposes to amend §2.6(a)(19) to increase the fee for 
filing a request to divide an application from $100 to $300 per new 
application created. The Office believes that a $300 fee reflects the 
extensive amount of work required to process a request to divide. 


The Office proposes to add new §2.6(a)(20), requiring a $100 
surcharge for correcting a deficiency in a §8 affidavit. Amended 
§8(c)(2) of the Act requires a deficiency surcharge. 
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The Office proposes to add new §2.6(a)(21), requiring a $100 
surcharge for correcting a deficiency in a renewal application. 
Section 9(a) of the Act, as amended, requires a deficiency 
surcharge. 


The Office proposes to add new §2.17(c), stating that to be 
recognized as a representative in a trademark case, an attorney as 
defined in §10.1(c) may file a power of attorney, appear in person, 
or sign a paper on behalf of an applicant or registrant that is filed 
with the Office. This codifies current practice. 


The Office proposes to add new §2.17(d), stating that someone 
may file a power of attorney that relates to more than one 
trademark application or registration, or to all existing and future 
applications and registrations; and that someone relying on a 
power of attorney concerning numerous applications or registra- 
tions must: (1) include a copy of the previously filed power of 
attorney; or (2) refer to the previously filed power of attorney, 
specifying: the filing date; the application serial number, registra- 
tion number, or inter partes proceeding number for which the 
original power of attorney was filed; and the name of the party who 
signed the power of attorney; or, if the application serial number is 
not known, submit a copy of the application or a copy of the mark, 
and specify the filing date. 


The Office proposes to revise §2.20 to delete the requirement for 
a declaration by a “member of the firm or an officer of the 
corporation or association,” because this requirement has been 
deleted from §§1l(a) and l(b) of the Act. 


The Office proposes to revise §2.21, listing the minimum require- 
ments for receipt of an application filing date. The proposed 
minimum filing requirements are: (1) the name of the applicant; 
(2) a name and address for correspondence; (3) a clear drawing of 
the mark; (4) an identification of goods or services; and (5) the 
filing fee for at least one class of goods or services. 


The Office proposes to delete the following minimum require- 
ments for receiving a filing date: a stated basis for filing; a 
verification or declaration signed by the applicant; an allegation of 
use in commerce, specimen, and date of first use in commerce in 
an application under §1(a) of the Act; an allegation of the 
applicant’s bona fide intention to use the mark in commerce in an 
application under §1(b) or §44 of the Act; a claim of priority in an 
application under §44(d) of the Act; and a certified copy of a 
foreign registration in an application under §44(e) of the Act. A 
claim of priority under §44(d) must be filed before the end of the 
priority period. All other elements must be provided before the 
mark is published for opposition or approved for registration on 
the Supplemental Register. 


The Office proposes to require in §2.21(a)(3) a “clear drawing of 
the mark” rather than the drawing “substantially meeting all the 
requirements of §2.52” that is now required. 


The Office proposes to state in §2.21(b) that the Office “may” 
rather than “will” return the papers and fees to the applicant when 
an application does not meet the minimum filing requirements. A 
new procedure is being considered under which the Office would 
retain applications that do not meet the minimum filing require- 
ments. Applicants would have an opportunity to supply the 
missing element and receive a filing date as of the date the Office 
receives the missing element. Until a new policy is announced, the 
Office will continue to return the papers and fees to the applicant. 


The Office proposes to delete the center heading “THE WRITTEN 
APPLICATION” before §2.31 because it is unnecessary. The 
heading “APPLICATION FOR REGISTRATION,” immediately 
before §2.21, encompasses the rules that now fall under the 
heading “THE WRITTEN APPLICATION.” 


The Office proposes to remove and reserve §2.31, and to move the 
substance of the requirement that the application be in English to 
§2.32(a) 


The Office proposes to change the heading of §2.32 to “Require- 
ments for written application,” and to revise the rule. Proposed 
§2.32(a) lists the requirements for the written application, now 
listed in §2.33(a)(1). 
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Proposed §2.32 does not require a statement of the applicant's 
method or intended method of use of the mark, because §§1(a) and 
\(b) of the Act, as amended, no longer require that applicants state 
the mode or manner in which a mark is used. 


The Office proposes to change the heading of §2.33 to “Verified 
statement” and revise the rule. 


The Office proposes to revise §2.33(a) to state that the application 
must include a statement that is signed and verified (sworn to) or 
supported by a declaration under §2.20 by a person properly 
authorized to sign on behalf of the applicant. The proposed rule 
further states that a person who is properly authorized to sign on 
behalf of the applicant includes a person with legal authority to 
bind the applicant and/or a person with firsthand knowledge and 
actual or implied authority to act on behalf of the applicant. 


The Office proposes to move the substance of §2.32(b) to §2.33(c), 
and revise it to state that the Office may require a substitute 
verification of the applicant’s continued use or bona fide intention 
to use the mark when the applicant does not file the verified 
statement within a reasonable time after the date it is signed. This 
codifies present practice. Section 2.32(b) now states only that a 
verification of the applicant’s continued use of the mark is required 
where the application is not filed within a reasonable time after it 
is signed. However, the Office also requires verification of the 
applicant’s continued bona fide intention to use the mark in 
commerce when a verification under §1(b) or §44 of the Act is not 
filed within a reasonable time after it is signed. TMEP §803.04. 


The Office proposes to add §2.33(d), stating that where an 
electronically transmitted filing is permitted, the person who signs 
the verified statement must either: (1) place a symbol comprised of 
numbers and/or letters between two forward slash marks in the 
signature block on the electronic document; and print, sign and 
date in permanent ink, and maintain a paper copy of the electronic 
submission; or (2) use some other form of electronic signature that 
the Commissioner may designate. 


Proposed §2.33(d)(1) states that applicants who submit electronic 
documents must sign and date in permanent ink, and maintain a 
verified statement confirming that the signatory has adopted the 
symbol shown in the signature block to verify the contents of the 
document, and that the information in the electronic submission is 
identical to the information in the paper copy of the submission. 


The Office proposes to add new §2.34, “Bases for filing.” 
Currently, an applicant must establish a basis for filing to receive 
a filing date. Under the proposed new rules, a stated filing basis 
will no longer be included as one of the minimum requirements for 
receipt of a filing date. If missing, it must be provided before the 
mark is published for opposition or approved for registration on 
the Supplemental Register. 


The Office proposes that the requirements for each of the four 
bases be moved from §2.21(a)(5) to §2.34(a). Section 2.34(a)(1) 
will list the requirements for an application under §1(a) of the Act, 
now listed in §§2.21(a)(5)(i), 2.33(a)(1)(iv), 2.33(a)(1)(vii), 
2.33(a)(2), and §§2.33(b)(1). Section 2.34(a)(2) will list the 
requirements for an application under §1(b) of the Act, now listed 
in §§2.21(a)(S)(iv) and 2.33(a)(1 (iv). 


Section 2.34(a)(3) will list the requirements for an application 
under §44(e) of the Act, now listed in §§2.21(a)(5)(ii) and 
2.33(a)( 1 (viii). Section 2.34(a)(3)(ii) will require a certified copy 
of a foreign registration. Currently, a §44(e) applicant must submit 
a foreign certificate to receive a filing date. However, TLTIA §108 
amends §44(e) of the Act to delete the requirement that the 
application be “accompanied by” the foreign certificate. The Office 
proposes to require that the applicant submit the certificate before 
the mark is published for opposition or approved for registration 
on the Supplemental Register. 


The Office proposes to add §2.34(a)(3)(iii), stating that if it appears 
that the foreign registration will expire before the mark in the 
United States application will register, the applicant must submit a 
certification from the foreign country’s trademark office, showing 
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that the registration has been renewed and will be in force at the 
time the United States registration will issue. This codifies current 
practice. TMEP §1004.03. 


The Office proposes that §2.34(a)(4) will list the requirements for 
an application under §44(d) of the Act, now listed in 
§§2.21(a)(S)(iii), 2.33(a)(1 (ix), and 2.39. Proposed §2.34(a)(4)(i) 
requires that a priority claim be filed within six months of the filing 
date of the foreign application. This is consistent with Articles 
4(C)(1) and 4(D)(1) of the Paris Convention for the Protection of 
Industrial Property, as revised at Stockholm on July 14, 1967 
(Paris Convention) 


The Office proposes to state in §2.34(b)(1) that an applicant may 
claim more than one basis, provided that the applicant meets the 
requirements for all bases claimed. This codifies current practice. 
The Office also proposes to state that the applicant may not claim 
both §§l(a) and I(b) for the identical goods or services in one 
application. In §2.34(b)(2), the Office proposes to require that the 
applicant specify which basis covers which goods or services 
when an applicant claims more than one basis. 


In §2.34(c), the Office proposes to set forth the definition of 
“commerce” currently found in 2.33(a)(3). 


The Office proposes to remove §2.37. 
The Office proposes to redesignate §2.35 as §2.37. 


The Office proposes to add new §2.35, “Adding, deleting, or 
substituting bases.” 


The Office proposes to state in §2.35(a) that the applicant may add 
or substitute a basis for registration before publication, and that the 
applicant may delete a basis at any time. 


The Office proposes to state in §2.35(b) that the applicant cannot 
amend an application to add or substitute a basis after publication. 
This changes practice. Prior to 1995, the Office did not accept 
amendments adding or substituting a basis for registration after 
publication. This policy was changed by 
In re Monte Dei Maschi Di Siena, 34 USPQ2d 1415 (Comm’r 
Pats. 1995). Currently, the Office will accept an amendment to add 
or substitute a basis for registration after publication if the 
applicant files a petition to the Commissioner; republication is 
required. TMEP §1006.04. 


After three years of experience, the Office does not believe that 
accepting these amendments is in the public interest, because the 
amendments reopen examination. This delays later-filed conflict- 
ing applications, which must be suspended indefinitely until the 
earlier-filed application is either registered or abandoned. There- 
fore, the Office proposes to prohibit amendments that add or 
substitute a basis after publication. 


The Office proposes to state in §2.35(c) that when the applicant 
substitutes a basis, the Office will presume that the original basis 
was valid, unless there is contradictory evidence in the record, and 
the application will retain the original filing date. 


Under present practice, if the applicant changes the basis from 
§1(a) or §1(b) to §44(e), or from §44(e) to either §1(a) or §1(b), the 
applicant retains the original filing date. However, if an application 
is filed solely under §44(d), and the applicant amends to substitute 
a different basis after the expiration of the six-month priority 
period, the effective filing date of the application becomes the date 
the applicant perfects the amendment claiming the new basis. 
TMEP §1006.03. 


The Office proposes to change this practice, to allow a §44(d) 
applicant to retain the priority filing date when the applicant 
substitutes a new basis after the expiration of the six-month 
priority period. 


The Office proposes to state in §2.35(d) that if an applicant 
properly claims a §44(d) basis in addition to another basis, the 
applicant will retain the priority filing date under §44(d) no matter 
which basis the applicant perfects. This codifies current practice. 
TMEP §1006.01. 
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The Office proposes to state in §2.35(e) that the applicant may add 
or substitute a §44(d) basis only within the six-month priority 
period following the filing date of the foreign application. This is 
consistent with current practice (TMEP §1006.05), and with 
Articles 4(C)(1) and 4(D)(1) of the Paris Convention. 


In §2.35(f), the Office proposes to state that an applicant who adds 
a basis must state which basis covers which goods or services. 


The Office proposes to state in §2.35(g) that if an applicant deletes 
a basis, the applicant must also delete any goods or services 
covered solely by the deleted basis. This codifies current practice. 


The Office proposes to state in §2.35(h) that once an applicant 
claims a §1(b) basis as to any or all of the goods or services, the 
applicant may not amend the application to seek registration under 
§1(a) of the Act for those goods or services unless the applicant 
files an allegation of use under §I(c) or §1(d) of the Act. 


The Office proposes to amend §2.38(a) to update a cross-reference. 


The Office proposes to remove and reserve §2.39, and to move the 
requirements for filing a priority claim under §44(d) of the Act to 
§2.34(a)(4), discussed above. 


The Office proposes to revise §§2.45(a) and (b) to: (1) delete the 
requirement for a statement of the method or intended method of 
use in a certification mark application; and (2) require a copy of the 
standards that determine whether others may use the certification 
mark on their goods and/or in connection with their services. 
Sections l(a) and l(b) of the Act, as amended, no longer require a 
statement of the method or intended method of use of a mark. The 
requirement for a copy of the certification standards codifies 
current practice. TMEP §1306.06(g)(ii). 


The Office proposes to remove §§2.5 l(c) through (e), and move 
the substance of those rules to §2.52. 


The Office proposes to revise §2.52(a) to define the term “draw- 
ing,” to indicate that a drawing may only depict a single mark, and 
to define the terms “typed drawing” and “special form drawing.” 


The Office proposes to add guidelines in §2.52(a) for drawings of 
various types of unusual marks, such as marks that include color, 
three-dimensional objects, motion, sound or scent; and to add 
guidelines for showing placement of the mark on goods, packaging 
for goods, or in advertising of services. 


The Office proposes to indicate the recommended format for the 
drawing of a mark in §2.52(b). 


The Office proposes to revise §2.52(c) to state that for an 
electronically filed application, if the mark cannot be shown as a 
“typed drawing,” the applicant must attach a digitized image of the 
mark to the application. 


The Office proposes to consolidate §§2.56, 2.57 and 2.58 into 
§2.56, and to remove and reserve §§2.57 and 2.58. 


The Office proposes to revise §2.56(a) to require one rather than 
three specimens with an application under §1(a) of the Act, or an 
allegation of use under §1(c) or §1(d) of the Act in an application 
under §1(b) of the Act. See the discussion above under “Supple- 
mentary Information/Number of Specimens Required.” 


The Office proposes to add §2.56(b)(1), stating that a trademark 
specimen is a label, tag, or container for the goods, or a display 
associated with the goods; and that the Office may accept another 
document related to the goods or the sale of the goods when it is 
not possible to place the mark on the goods or packaging for the 
goods. This is consistent with the current §2.56. 


The Office proposes to add §2.56(b)(2), stating that a service mark 
specimen must show the mark as actually used in the sale or 
advertising of the services. This is consistent with the current 
§2.58(a). 
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The Office proposes to add §2.56(b)(3), stating that a collective 
trademark or collective service mark specimen must show how a 
member uses the mark on the member’s goods or in the sale or 
advertising of the member’s services. This codifies current prac- 
tice. TMEP §1303.02(b). 


The Office proposes to add §2.56(b)(4), stating that a collective 
membership mark specimen must show use by members to 
indicate membership in the collective organization. This codifies 
current practice. TMEP §1304.09(c). 


The Office proposes to add §2.56(b)(5), stating that a certification 
mark specimen must show how a person other than the owner uses 
the mark to certify regional or other origin, material, mode of 
manufacture, quality, accuracy, or other characteristics of the 
person’s goods or services; or that members of a union or other 
organization performed the work or labor on the goods or services. 
This codifies current practice. TMEP §1306.06(c). 


The Office proposes to add §2.56(c), stating that a photocopy or 
other reproduction of a specimen is acceptable, but that a photo- 
copy or facsimile that merely reproduces the drawing is not a 
proper specimen. This is consistent with the current §2.57. 


Proposed new 2.56(d)(1) states that a specimen must be flat and no 
larger than 8 1/2 inches (21.6 cm.) wide by 11.69 inches (29.7 cm.) 
long. This is consistent with the current §2.56. 


The Office proposes to add 2.56(d)(2), stating that if the applicant 
files a specimen that is too large (a “bulky specimen’), the Office 
will create a facsimile of the specimen that meets the requirements 
of the rule (i.e., is flat and no larger than 8 1/2 inches (21.6 cm.) 
wide by 11.69 inches (29.7 cm.) long) and put it in the file wrapper. 
See the discussion above under “Supplementary Information/ 
Bulky Specimens.” The Office proposes to add 2.56(d)(4), stating 
that if the application is filed electronically, the specimen must be 
submitted as a digitized image. 


The Office proposes to revise §2.59 to clarify and simplify the 
language. 


The Office proposes to rewrite §2.66 to set forth the requirements 
for filing a petition to revive an abandoned application when the 
delay in responding to an Office action or notice of allowance is 
“unintentional.” Currently, an applicant can revive an abandoned 
application only if the delay was “unavoidable,” a much stricter 
standard. TLTIA §§103 and 104 amend I(d)(4) and 12(b) of the Act 
to permit an application to be revived if the delay is “uninten- 
tional.” The “unavoidable delay” standard has been removed from 
the statute, effective October 30, 1999. 


The Office proposes to add §§t2.66(a)(1) and (2), requiring that the 
applicant file a petition to revive within (1) two months of the 
mailing date of the notice of abandonment; or (2) two months of 
actual knowledge of abandonment. Currently, the deadline for 
filing a petition to revive is sixty days. TMEP §1112.05(a). The 
two-month deadline will make it easier to calculate the due date 
for a petition because it will not be necessary to count days. 


The Office also proposes to state in §2.66(a)(2) that an applicant 
must be diligent in checking the status of an application. This 
codifies current practice. TMEP §§413 and 1112.05(b)(ii). The 
Office now denies petitions to revive when the applicant waits too 
long before checking the status of an application. To be diligent, 
the applicant must check the status of the application within one 
year of the last filing or receipt of a notice from the Office. 
Applicants can check the status of applications through the 
Trademark Status Line, or through the Office’s World Wide Web 
site at www.uspto.gov. This is consistent with proposed §2.146(i), 
discussed below. 


The Office proposes to amend §§2.66(b)(2) and (c)(2) to require “a 
statement, signed by someone with firsthand knowledge of the 
facts, that the delay ... was unintentional,” rather than the “showing 
of the causes of the delay” that these rules now require. 
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The Office proposes to delete the requirement that a petition to 
revive include a statement that is verified or supported by a 
declaration under §2.20. This is unnecessary because §10.18(b), as 
amended effective December 1, 1997, states that any party who 
presents a paper to the Office is certifying that all statements are 
true and attesting to an awareness of the penalty for perjury. This 
proposed amendment is consistent with amendments to 
§§1.8(b)(3), 1.10(d), 1.10(e), 1. 137(a)(3), and 1.137(b)(3), also 
effective December 1, 1997. 62 FR 53186 (Oct. 10, 1997). 


The Office proposes to amend §2.66(b)(3) to state that if the 
applicant did not receive the Office action, the applicant need not 
include a proposed response to an Office action with a petition to 
revive. This codifies current practice. 


The Office proposes to amend §§2.66(c)(3) and (4) to state that if 
the applicant did not receive the notice of allowance, the petition 
to revive need not include a statement of use or request for an 
extension of time to file a statement of use, or the fees for the 
extension requests that would have been due if the application had 
never been abandoned. This codifies current practice. 


The Office proposes to add §2.66(c)(5), stating that unless a 
statement of use is filed with or before the petition to revive, or the 
petition states that the applicant did not receive the notice of 
allowance, the applicant must file any further requests for exten- 
sions of time to file a statement of use under §2.89 that become due 
while the petition is pending, or file a statement of use. This 
codifies current practice. 


The Office proposes to add §2.66(f)(3), stating that if the Com- 
missioner denies the petition to revive, the applicant may request 
reconsideration by: (1) filing the request within two months of the 
mailing date of the decision denying the petition; and (2) paying a 
second petition fee under §2.6. Currently, the rules do not 
specifically provide for requests for reconsideration of petition 
decisions, but the Commissioner has the discretion to consider 
these requests under §2.146(a)(3). The Office believes that an 
additional fee should be required to pay for the work done in 
processing the request for reconsideration. This is consistent with 
proposed §2.1460). 


The Office proposes to revise §2.71 (a) to state that the applicant 
may amend the identification to clarify or limit, but not broaden, 
the identification of goods and/or services. This simplifies the 
language of the current §2.71(b). 


Proposed §2.71(b)(1) states that if the declaration or verification of 
an application under §2.33 is unsigned or signed by the wrong 
party, the applicant may submit a substitute verification or decla- 
ration under §2.20. This changes current practice. Currently, the 
applicant must submit a signed verification to receive an applica- 
tion filing date, and if the verification is signed by the wrong party, 
the applicant cannot file a substitute verification unless the party 
who originally signed had “color of authority” (i.e., firsthand 
knowledge of the facts and actual or implied authority to act on 
behalf of the applicant). TMEP §803. As discussed above, the 
Office proposes to delete the requirement that the applicant submit 
a signed verification in order to receive a filing date. If the 
verification is unsigned or signed by the wrong party, the applicant 
must replace the declaration before the mark is published for 
opposition or approved for registration on the Supplemental 
Register. 


The Office proposes to delete the requirement for a verification “by 
the applicant, a member of the applicant firm, or an officer of the 
applicant corporation or association” from §2.71(c). This is 
consistent with the amendments to §§I(a) and l(b) of the Act. 


The Office also proposes to delete the “color of authority” 
provisions from §2.71 (c). Because the statute no longer specifies 
who has “statutory” authority to sign, the “color of authority” 
provisions are unnecessary. 


The Office proposes to state in §2.71 (b)(2) that if the declaration 
or verification of a statement of use under §2.88 or a request for 
extension of time to file a statement of use under §2.89 is unsigned 
or signed by the wrong party, the applicant must submit a 
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substitute verification before the expiration of the statutory dead- 
line for filing the statement of use. This is consistent with current 
practice and with the proposed amendments to §§2.88(e)(3), 
2.89(a)(3), and 2.89(b)(3), discussed below. 


The Office proposes to add new §2.71(d), stating that a mistake in 
setting out the applicant’s name can be corrected, but the appli- 
cation cannot be amended to set forth a different entity as the 
applicant; and that an application filed in the name of an entity that 
did not own the mark on the filing date of the application is void. 
This codifies current practice. TMEP §802.07. See the discussion 
above under “Supplementary Information/Filing by Owner.” 


The Office proposes to revise §2.72 to remove paragraph (a), and 
redesignate paragraphs (b) through (d) as (a) through (c). 


The Office proposes that new paragraphs (a) through (c) will each 
state that an applicant may not amend the description or drawing 
of the mark if the amendment materially alters the mark; and that 
the Office will determine whether a proposed amendment materi- 
ally alters a mark by comparing the proposed amendment with the 
description or drawing of the mark in the original application. 
These provisions are now stated in paragraph (a). 


Under the current §2.72, as interpreted by In re ECCS, Inc., 94 
F.3d 1578, 39 USPQ2d 2001 (Fed. Cir. 1996) and In re Dekra e.V., 
44 USPQ2d 1693 (TTAB 1997), an applicant may amend an 
application to correct an “internal inconsistency.” An application is 
“internally inconsistent” if the mark on the drawing does not agree 
with the mark on the specimens in an application based on use, or 
with the mark on the foreign registration in an application based on 
§44 of the Act. 


Currently, because §§2.72(b), (c) and (d) do not expressly prohibit 
an amendment that materially alters the mark on the original 
drawing, the Office accepts amendments that correct “internal 
inconsistencies,” regardless of whether the amendment materially 
alters the mark on the original drawing. TMEP §807.14(a). 


The Office does not believe that it is in the public interest to accept 
amendments that materially alter the mark on the original drawing. 
When the Office receives a new application, the mark on the 
drawing is promptly filed in the Trademark Search Library and 
entered into the Office’s electronic and administrative systems. 
Accepting an amendment that materially alters the mark on the 
original drawing is unfair to third parties who search Office records 
between the application filing date and the date the amendment is 
entered, because they do not have accurate information about 
earlier-filed applications. A third party may innocently begin using 
a mark that conflicts with the amended mark, but not with the 
original mark, relying on the search of Office records. Also, an 
examining attorney may approve a later-filed application for 
registration of a mark that conflicts with the amended mark, but 
not with the original mark. Therefore, the Office proposes to 
amend §2.72 to prohibit amendments that materially alter the mark 
on the original drawing. 


The Office proposes to revise §2.76(b)(1) to state that a complete 
amendment to allege use must include a statement that is verified 
or supported by a declaration under §2.20 by a person properly 
authorized to sign on behalf of the applicant. 


The Office proposes to further revise §2.76(b)(1) to delete the 
requirement for a statement of the method or manner of use of the 
mark in an amendment to allege use, because this requirement has 
been removed from §§1(a) and 1(b) of the Act. 


The Office proposes to revise §2.76(b)(2) to require one rather than 
three specimens with an amendment to allege use. See the above 
discussion under “Supplementary Information/Number of Speci- 
mens Required.” 


The Office proposes to add new §2.76(i), stating that if an 
amendment to allege use is not filed within a reasonable time after 
it is signed, the Office may require a substitute verification or 
declaration under 82.20 that the mark is still in use in commerce. 
This codifies current practice. TMEP §803.04. 
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The Office proposes to add new §2.76(j), noting that the require- 
ments for multi-class applications are stated in §2.86. 


The Office proposes to change the heading of §2.86 to “Applica- 
tion may include multiple classes.” The Office proposes to remove 
current §2.86(a), which states that an applicant may recite more 
than one item of goods, or more than one service, in a single class, 
if the applicant either has used or has a bona fide intention to use 
the mark on all the goods or services. The substance of this 
provision will be moved to §§2.34(a)(1)(v), 2.34(a)(2)(ii), 
2.34(a)(3)(iv) and 2.34(a)(4)(iv). 


The Office proposes to revise §2.86(a) to include sections now 
found in §2.86(b), stating that the applicant may apply to register 
the same mark for goods and/or services in multiple classes in a 
single application, provided that the applicant specifically identi- 
fies the goods and services in each class; submits a fee for each 
class; and either includes dates of use and one specimen, or a 
statement of a bona fide intention to use the mark in commerce, for 
each class. The Office also proposes to add in §2.86(a)(3) a 
provision that the applicant may not claim both use in commerce 
and a bona fide intention to use the mark in commerce for the 
identical goods or services in one application. 


The Office proposes to state in §2.86(b) that a statement of use or 
amendment to allege use must include the required fee, dates of 
use, and one specimen for each class. The requirement for only one 
specimen is consistent with the proposed amendments to 
§§2.56(a), 2.76(b)(2), and 2.88(b)(2). 


The Office also proposes to add to §2.86(b) a provision that the 
applicant may not file the statement of use or amendment to allege 
use until the applicant has used the mark on all! the goods or 
services, unless the applicant files a request to divide. This is 
consistent with the current §§2.76(c) and 2.88(c). 


The Office proposes to delete the current §2.86(c), which prohibits 
an applicant from claiming both use in commerce and intent-to-use 
in a single multi-class application. However, the Office proposes to 
state in §2.86(a)(3) that the applicant may not claim both use in 
commerce and intent-to-use for the identical goods or services in 
one application. 


The Office proposes to move the substance of the last sentence of 
the current §2.86(b) to new §286(c). 


The Office proposes to revise §2.88(b)(1) to state that a complete 
statement of use must include a statement that is verified or 
supported by a declaration under §2.20 by a person properly 
authorized to sign on behalf of the applicant. 


The Office proposes to revise §2.88(b)(1) to delete the requirement 
for a statement of the method or manner of use in a statement of 
use. This requirement has been removed from §1(d)(1) of the Act. 


The Office proposes to revise §2.88(b)(2) to require one specimen 
with a statement of use, rather than the three specimens now 
required. This is consistent with the proposed amendment of 
§2.56(a). 


The Office proposes to revise §2.88(e)(3) to state that if the 
verification or declaration is unsigned or signed by the wrong 
party, the applicant must submit a substitute verification or 
declaration on or before the statutory deadline for filing the 
statement of use. This is consistent with current practice. TMEP 
§1105.05(f)(i A). Section I(d)(1)of the Act specifically requires 
verification by the applicant within the statutory period for filing 
the statement of use. 


The Office proposes to add §2.88(k), stating that if the statement of 
use is not filed within a reasonable time after it is signed, the Office 
may require a substitute verification or declaration under §2.20 
stating that the mark is still in use in commerce. This codifies 
current practice. TMEP §803.04. 


The Office proposes to add §2.88(1), noting that the requirements 
for multi-class applications are stated in §2.86. 
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The Office proposes to revise §2.89(a)(3) and (b)(3) to require that 
a request for an extension of time to file a statement of use include 
a statement that is verified or supported by a declaration under 
§2.20 by a person properly authorized to sign on behalf of the 
applicant; and that if the extension request is unsigned or signed by 
the wrong party, the applicant must submit a substitute verification 
or declaration on or before the statutory deadline for filing the 
statement of use. This is consistent with current practice. TMEP 
§1105.05(d). Sections I(d)(1) and (2) of the Act specifically require 
verification by the applicant within the statutory filing period. 


The Office proposes to revise §2.89(d) to remove paragraph (1), 
which requires a statement that the applicant has not yet made use 
of the mark in commerce on all the goods and services. The 
Commissioner has held that an extension request that omits this 
allegation is substantially in compliance with §2.89(d) if the 
request contains a statement that the applicant has a continued 
bona fide intention to use the mark in commerce. In re Schering- 
Plough Healthcare Products Inc., 24 USPQ2d 1709 (Comm’r Pats. 
1992). Therefore, the requirement is unnecessary. 


The Office proposes to add §2.89(h), stating that if the extension 
request is not filed within a reasonable time after it is signed, the 
Office may require a substitute verification or declaration under 
§2.20 that the applicant still has a bona fide intention to use the 
mark in commerce. This codifies current practice. TMEP §803.04. 


The Office proposes to revise §2.101(d)(1) to update a cross- 
reference. 


The Office proposes to revise §2.111(c)(1) to update a cross- 
reference. 


The Office proposes to revise §2.146(d) to delete “sixty days” and 
substitute “two months” as the deadline for filing certain petitions. 
This will make it easier to calculate the due date for a petition 
because it will not be necessary to count days. 


The Office proposes to add §2.146(i), stating that where a 
petitioner seeks to reactivate an application or registration that was 
abandoned or cancelled due to the loss or mishandling of papers 
mailed to or from the Office, the petition will be denied if the 
petitioner was not diligent in checking the status of the application 
or registration. This codifies current practice. TMEP §§413 and 
1704. Even where a petitioner can show that the Office actually 
received papers, or can swear that a notice from the Office was 
never received by the petitioner, the Office now denies the petition 
if the petitioner waited too long before investigating the problem. 
This is because third parties may rely to their detriment on the 
information in the records of the Office that an application is 
abandoned or that a registration is expired. A third party may have 
diligently searched Office records and begun using a mark because 
the search showed no earlier-filed conflicting marks, or an exam- 
ining attorney may have searched Office records and approved an 
earlier-filed application for a conflicting mark. This is consistent 
with the proposed amendment of §2.66(a)(2), discussed above. 


The Office proposes to add §2.146(j), stating that if the Commis- 
sioner denies the petition, the petitioner may request reconsidera- 
tion by: (1) filing the request within two months of the mailing 
date of the decision denying the petition; and (2) paying a second 
petition fee under §2.6. Currently, the rules do not specifically 
provide for requests for reconsideration of petition decisions, but 
the Commissioner has the discretion to consider these requests 
under §2.146(a)(3). The Office believes that an additional fee 
should be required to pay for the work done in processing the 
request for reconsideration. This is consistent with proposed 
§2.66(f)(3), discussed above. 


The Office proposes to revise §2.151 to update a cross-reference 
and simplify the language. 


The Office proposes to revise §2.155 to update a cross-reference 
and simplify the language. 


The Office proposes to revise §2.156 to update a cross-reference 
and simplify the language. 
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The Office proposes to add §2.160, “Affidavit or declaration of 
continued use or excusable nonuse required to avoid cancellation.” 
Proposed §§2.160(a)(1) and (2) list the deadlines for filing the 
affidavit or declaration, and proposed §2.160(a)(3) states that the 
owner may file the affidavit or declaration within six months after 
expiration of these deadlines, with an additional grace period 
surcharge. Currently, there is no grace period for filing a §8 
affidavit. 


Proposed §2.160(b) advises that 2.161 lists the requirements for 
the affidavit or declaration. 


The Office proposes to change the heading of §2.161 to “Require- 
ments for a complete affidavit or declaration of continued use or 
excusable nonuse,” and to revise §2.161 to list the proposed 
requirements for the affidavit or declaration. 


The Office proposes to revise §2.161 (a) to state that the owner 
must file the affidavit or declaration within the period set forth in 
§8 of the Act. 


The Office proposes to revise §2.161 (b) to state that the affidavit 
or declaration must include a verified statement that is signed and 
verified (sworn to) or supported by a declaration under §2.20 by a 
person properly authorized to sign on behalf of the owner, attesting 
to the continued use or excusable nonuse of the mark within the 
period set forth in §8 of the Act. The Office also proposes to revise 
§2.161(b)(2) to state that a person properly authorized to sign on 
behalf of the owner includes a person with legal authority to bind 
the owner and/or a person with firsthand knowledge and actual or 
implied authority to act on behalf of the owner. 


The Office proposes to add §2.161(d)(2), requiring a surcharge for 
filing an affidavit or declaration of continued use or excusable 
nonuse during the grace period. 


The Office proposes to add §2.161(d)(3), stating that if the fee 
submitted is enough to pay for at least one class, but not enough 
to pay for all the classes, and the particular class(es) covered by the 
affidavit or declaration are not specified, the Office will issue a 
notice requiring either the submission of additional fee(s) or an 
indication of the class(es) to which the original fee(s) should be 
applied; that additional fee(s) may be submitted if the require- 
ments of §2.164 are met; and that if additional fees are not 
submitted and the class(es) to which the original fee(s) should be 
applied are not specified, the Office will presume that the fee(s) 
cover the classes in ascending order, beginning with the lowest 
numbered class. 


Proposed §2.161 (e) requires that the affidavit or declaration list 
both the goods or services on which the mark is in use in 
commerce and the goods or services for which excusable nonuse 
is claimed. Currently, a list of the goods or services is not required 
when excusable nonuse is claimed. In re Conusa Corp., 32 
USPQ2d 1857 (Commr Pats. 1993). However, TLTIA §105 
amends §8(b)(2) of the Act to specifically require “an affidavit 
setting forth those goods on or in connection with which the mark 
is not in use.” 


The Office proposes to eliminate the requirement that the affidavit 
or declaration specify the type of commerce in which the mark is 
used, currently required by §2.162(e). Section 8 of the Act does not 
require that the affidavit or declaration list the type of commerce. 
Because the definition of “commerce” in §45 of the Act is “all 
commerce which may lawfully be regulated by Congress,” the 
Office will presume that a registrant who states that the mark is in 
use in commerce is stating that the mark is in use in a type of 
commerce that Congress can regulate. 


The Office proposes to move the substance of §2.162(f) to §2.161 
(f)(2), and to revise it to add a requirement that the affidavit state 
the date when use of the mark stopped and the approximate date 
when use will resume. This codifies current practice. Office actions 
are often issued requiring a statement as to when use of the mark 
stopped and when use will resume, because this information is 
needed to determine whether the nonuse is excusable, within the 
meaning of §8 of the Act. 


OFFICIAL GAZETTE 


Fesruary 20, 2001 


The Office proposes to move the substance of §2.162(e) to 
§2.161(g), and to revise it to state that the affidavit must include a 
specimen for each class of goods or services; that the specimen 
should be no larger than 8 1/2 inches (21.6 cm.) wide by 11.69 
inches (29.7 cm.) long; and that if the applicant files a specimen 
that exceeds these size requirements (a “bulky specimen”), the 
Office will create a facsimile of the specimen that meets the 
requirements of the rule (i.e., is flat and no larger than 8 1/2 inches 
(21.6 cm.) wide by 11.69 inches (29.7 cm.) long) and put it in the 
file wrapper. See the discussion above under “Supplementary 
Information/Bulky Specimens.” 


The Office proposes to add §2.161(h), requiring a designation of a 
domestic representative if the registrant is not domiciled in the 
United States. This reflects §8(f) of the Act, as amended, and is 
consistent with current practice. 


The Office proposes to move the substance of §2.163 to §2.162, 
and to revise it to say that the only notice of the requirement for 
filing the §8 affidavit or declaration of continued use or excusable 
nonuse is sent with the certificate of registration when it is 
originally issued. This merely clarifies, and does not change, 
current practice. 


The Office proposes to move the substance of current §2.164 to the 
introductory text of new §2.163. 


The Office proposes to state in §2.163(a) that if the owner of the 
registration files the affidavit or declaration within the time periods 
set forth in §8 of the Act, deficiencies may be corrected if the 
requirements of §2.164 are met. 


The Office proposes to add §2.163(b), stating that a response to an 
examiner’s Office action must be filed within six months of the 
mailing date, or before the end of the filing period set forth in §8(a) 
or §8(b) of the Act, whichever is later, or the registration will be 
cancelled. 


The Office proposes to add §2.164, “Correcting deficiencies in 
affidavit or declaration.” This section changes current practice. 
There are now some deficiencies that can be corrected after the 
statutory deadline for filing the affidavit or declaration, such as 
supplying evidence that the party who filed the affidavit or 
declaration was the owner of the mark as of the filing date, or 
submitting an additional fee. Other requirements must be satisfied 
before the expiration of the statutory deadline to avoid cancellation 
of the registration. In re Mother Tucker’s Food Experience 
(Canada) Inc., 925 F.2d 1402, 17 USPQ2d 1795 (Fed. Cir. 1991) 
(allegation of use in commerce); In re Metrotech, 33 USPQ2d 
1049 (Comm’r Pats. 1993) (specimen); In re Bonbons Barnier 
S.A., 17 USPQ2d 1488 (Comm’r Pats. 1990) (listing of goods or 
services). 


TLTIA §105 adds §8(c)(2) of the Act to allow correction of 
deficiencies, with payment of a deficiency surcharge. The Act does 
not define “deficiency,” but instead gives the Office broad discre- 
tion to set procedures and fees for correcting deficiencies. 


Proposed §2.164(a)(1) states that if the owner files the affidavit or 
declaration within the period set forth in §8(a) or §8(b) of the Act, 
deficiencies can be corrected before the end of this period without 
paying a deficiency surcharge; and deficiencies can be corrected 
after the expiration of this period with payment of the deficiency 
surcharge. 


The Office proposes to state in §2.164(a)(2) that if the owner files 
the affidavit or declaration during the grace period, deficiencies 
can be corrected before the expiration of the grace period without 
paying a deficiency surcharge, and after the expiration of the grace 
period with a deficiency surcharge. 


The Office proposes to state in §2.164(b) that if the affidavit or 
declaration is not filed within the time periods set forth in §8 of the 
Act, or if it is filed within that period by someone other than the 
owner, the registration will be cancelled. These deficiencies cannot 
be cured. 
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Because §8(c)(2) of the Act specifically requires a deficiency 
surcharge, the Office proposes to require the deficiency surcharge 
for correcting any type of deficiency, even one that could be 
corrected for no fee under current law. 


The Office proposes to change the heading of §2.165 to “Petition 
to Commissioner to review refusal”; to remove the last two 
sentences of the current §2.165(a)(1); and to simplify the language 
of the rule. 


The Office proposes to remove present §2.166 because it is 
unnecessary. Proposed §§2.163(b) and 2.165(b) set forth the times 
when a registration will be cancelled. 


The Office proposes to add §2.166, “Affidavit of continued use or 
excusable nonuse combined with renewal application,” stating that 
an affidavit or declaration under §8 of the Act and a renewal 
application under §9 of the Act may be combined in a single 
document. 


The Office proposes to revise §2.167(c) to delete the requirement 
that an affidavit or declaration under §15 of the Act ( §15 affidavit) 
specify the type of commerce in which the mark is used. 


The Office proposes to change the heading of §2.168 to “Affidavit 
or declaration under §15 combined with affidavit or declaration 
under §8, or with renewal application.” The Office proposes to 
revise §2.168(a) to state that a §15 affidavit may be combined with 
a §8 affidavit, if the combined affidavit meets the requirements of 
both §§9 and 15 of the Act. The Office proposes to revise 
§2.168(b) to state that a §15 affidavit can be combined with a 
renewal application under §9 of the Act, if the requirements of 
both §§9 and 15 of the Act are met. 


The Office proposes to revise §2.173(a) to simplify the language. 


The Office proposes to revise §2.181 to indicate that renewal of a 
registration is subject to the provisions of §8 of the Act. This is 
consistent with the amendment to §9(a) of the Act. 


The Office proposes to change the heading of §2.182 to “Time for 
filing renewal application,” and to revise it to state that the renewal 
application must be filed within one year before the expiration date 
of the registration, or within the six-month grace period after the 
expiration date with an additional fee. This changes current 
practice. Section 9 of the Act now requires filing within six months 
before the expiration of the registration, or within a three-month 
grace period thereafter with a late fee. 


The Office proposes to change the heading of §2.183 to “Require- 
ments for a complete renewal application,” and to revise it to 
delete the present renewal requirements and substitute new ones 
based on amended §9 of the Act. In particular, the Office proposes 
to delete the requirements for a specimen and declaration of use or 
excusable nonuse on or in connection with the goods or services 
listed in the registration, because these requirements have been 
removed from §9 of the Act. The proposed requirements for 
renewal are: (1) a signed request for renewal; (2) a renewal fee for 
each class; (3) a grace period surcharge for each class if the 
renewal application is filed during the grace period; (4) if the 
registrant is not domiciled in the United States, a designation of a 
domestic representative; and (5) if the renewal application covers 
less than all the goods or services, a list of the particular goods or 
services to be renewed. 


The Office proposes to state in §2.183(f) that if the fee submitted 
is enough to pay for at least one class, but not enough to pay for 
all the classes, and the class(es) covered by the renewal application 
are not specified, the Office will issue a notice requiring either the 
submission of additional fee(s) or an indication of the class(es) to 
which the original fee(s) should be applied; that additional fee(s) 
may be submitted if the requirements of §2.185 are met; and that 
if the required fee(s) are not submitted and the class(es) to which 
the original fee(s) should be applied are not specified, the Office 
will presume that the fee(s) cover the classes in ascending order, 
beginning with the lowest numbered class. 
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The Office proposes to revise and simplify the language of current 
§2.184 and to transfer some of its provisions to new §2.186. The 
revised provisions state that the Office will issue a notice if the 
renewal application is not acceptable; that a response to the refusal 
of renewal must be filed within six months of the mailing date of 
the Office action, or before the expiration date of the registration, 
whichever is later; and that the registration will expire if the 
renewal application is not filed within the time periods set forth in 
§9(a) of the Act. 


The Office proposes to add §2.185, “Correcting deficiencies in 
renewal application.” This section changes current practice. There 
are now some deficiencies that can be corrected after the statutory 
deadline for filing the renewal application, such as supplying 
evidence that the party who filed the application was the owner of 
the registration on the filing date. Other requirements, such as the 
renewal fee, must be met before the end of the statutory filing 
period, or the registration will expire. In re Culligan International 
Co., 915 F.2d 680, 16 USPQ2d 1234 (Fed. Cir. 1990). 


Under amended §9, the renewal application must be filed within 
the renewal period or grace period specified in §9(a) of the Act, or 
the registration will expire. However, if the renewal application is 
timely filed, any deficiencies may be corrected after expiration of 
the statutory filing period, with payment of a deficiency surcharge. 


The Office proposes to state in §2.185(a)(1)that if the renewal 
application is filed within one year before the registration expires, 
deficiencies may be corrected before the registration expires 
without paying a deficiency surcharge, or after the registration 
expires with payment of the deficiency surcharge required by §9(a) 
of the Act. 


The Office proposes to state in §2.185(a)(2) that if the renewal 
application is filed during the grace period, deficiencies may be 
corrected before the expiration of the grace period without paying 
a deficiency surcharge, and after the expiration of the grace period 
with payment of the deficiency surcharge required by §9(a) of the 
Act. 


The Office proposes to state in §2.185(b) that if the renewal 
application is not filed within the time periods set forth in §9(a) of 
the Act, the registration will expire. This deficiency cannot be 
cured. 


Because §9(a) of the Act specifically requires a deficiency sur- 
charge, the Office proposes to charge the deficiency surcharge for 
correcting any type of deficiency, even one that could be corrected 
for no fee under current law. 


The Office proposes to add new §2.186, “Petition to Commissioner 
to review refusal of renewal.” 


Proposed §2.186(a) states that a response to the examiner’s initial 
refusal is required before filing a petition to the Commissioner, 
unless the examiner directs otherwise. This is consistent with the 
current 2.184(a). Proposed 2.186(b) states that if the examiner 
maintains the refusal of the renewal application, a petition to the 
Commissioner to review the action may be filed within six months 
of the mailing date of the Office action maintaining the refusal; and 
that if no petition is filed within six months of the mailing date of 
the Office action, the registration will expire. This is consistent 
with the current §2.184(b). 


Proposed §2.186(c) states that a decision by the Commissioner is 
necessary before filing an appeal or commencing a civil action in 
any court. This is consistent with the current §2.184(d). 


The Office proposes to amend §3.16 to state that an applicant may 
assign an application based on §1(b) of the Act once the applicant 
files an amendment to allege use under §1(c) of the Act. 


The Office proposes to change the heading of §3.24 to “Require- 
ments for documents and cover sheets relating to patents and 
patent applications.” The Office proposes to list the recording 
requirements for patents in §3.24, and to add new §3.25 listing the 
recording requirements for trademark applications and registra- 
tions. 
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Section 3.25 identifies the types of documents one can submit 
when recording documents that affect some interest in trademark 
applications or registrations. The section also identifies the Of- 
fice’s preferred format for cover sheets and other documents. 


The Office proposes to revise §3.28 to state a preference that 
separate cover sheets be used for patents and trademarks. 


The Office proposes to revise §3.31(a)(4) to set forth the require- 
ments for identifying a trademark application where the applica- 
tion serial number is not known. 


The Office proposes to delete the requirement currently in §3.3 
I(a)(9) that a cover sheet contain a statement that the information 
on the cover sheet is correct and that any copy of the document 
submitted is a true copy. 


The Office proposes to amend §3.31(b) to state that a cover sheet 
“should” not refer to both patents and trademarks and to put the 
public on notice that if a cover sheet contains both patent and 
trademark information, all information will become public after 
recordation. 


The Office proposes to add §3.31(d) to state the Office’s preference 
that a trademark cover sheet include the serial number or regis- 
tration number of the trademark affected by the conveyance or 
transaction, an identification of the mark, and a description of the 
mark. 


The Office proposes to add §3.31(e) to state the Office’s preference 
that the cover sheet include the total number of applications, 
registrations, or patents identified on the cover sheet and the total 
fee. 


The Office proposes to revise §6.1 to incorporate classification 
changes that became effective January 1, 1997, as listed in the 
International Classification of Goods and Services for the Purposes 
of the Registration of Marks (7th ed. 1996), published by the 
World Intellectual Property Organization (WIPO). 


Environmental, Energy, and Other Considerations 


The Office has determined that the proposed rule changes have no 
federalism implications affecting the relationship between the 
National Government and the State as outlined in Executive Order 
12612. 


The Chief Counsel for Regulation of the Department of Commerce 
has certified to the Chief Counsel for Advocacy of the Small 
Business Administration, that the proposed rule changes will not 
have a significant impact on a substantial number of small entities 
(Regulatory Flexibility Act, 5 U.S.C. 605(b)). This rule imple- 
ments the Trademark Law Treaty Implementation Act and simpli- 
fies and clarifies procedures for registering trademarks and main- 
taining and renewing trademark registrations. The rule will not 
significantly impact any businesses. The principal effect of the rule 
is to make it easier for applicants to obtain a filing date. No 
additional requirements are added to maintain registrations. Fur- 
thermore, this rule simplifies the procedures for registering trade- 
marks in proposed sections 2.21, 2.32, 2.34, 2.45, 2.76, 2.88, 
2.161, 2.167 and 2.183 of the Trademark rules. As a result, an 
initial regulatory flexibility analysis was not prepared. 


The proposed rule changes are in conformity with the require- 
ments of the Regulatory Flexibility Act (5 U.S.C. 601 et seq.), 
Executive Order 12612, and the Paperwork Reduction Act of 1995 
(PRA) (44 U.S.C. 3501 et seq.). The proposed changes have been 
determined to be not significant for purposes of Executive Order 
12866. 


Notwithstanding any other provision of law, no person is required 
to nor shall a person be subject to a penalty for failure to comply 
with a collection of information subject to the requirements of the 
PRA unless that collection of information displays a currently 
valid OMB control number. 
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This rule contains collections of information requirements subject 
to the PRA. This rule discusses changes in the information 
required from the public to obtain registrations for trademarks and 
service marks, to submit affidavits or declarations of continued use 
or excusable nonuse, statements of use, requests for extensions of 
time to file statements of use, and to renew registrations. This rule 
proposes to delete requirements to identify the method of use of a 
mark and the type of commerce in which a mark is used 


Additionally, the rule removes the requirement that requests for 
recordation of documents be accompanied by originals or true 
copies of these documents. The rule proposes to allow for the filing 
of powers of attorney that pertain to multiple registrations or 
applications for registration, and proposes certain requirements for 
filing such powers of attorney. Additionally, the rule proposes 
requirements for submitting§8 affidavits of continued use or 
excusable nonuse combined with §9 renewal applications, or §15 
affidavits or declarations of incontestability combined with either 
§8 affidavits or declarations or with §9 renewal applications. 


An information collection package supporting the changes to the 
above information requirements, as discussed in this rule, has been 
submitted to OMB for review and approval. The public reporting 
burden for this collection of information is estimated to average as 
follows: seventeen minutes for applications to obtain registrations 
based on an intent to use the mark under §1(b) of the Act, if 
completed using paper forms; fifteen minutes for applications to 
obtain registrations based on an intent to use the mark under §1(b) 
of the Act, if completed using an electronic form; twenty-three 
minutes for applications to obtain registrations based on use of the 
mark under §1(a) of the Act, if completed using paper forms; 
twenty-one minutes for applications to obtain registrations based 
on use of the mark under §1(a) of the Act, if completed using an 
electronic form; twenty minutes for applications to obtain regis- 
trations based on an earlier-filed foreign application under §44(d) 
of the Act, if completed using paper forms; nineteen minutes for 
applications to obtain registrations based on an earlier-filed foreign 
application under §44(d) of the Act, if completed using an 
electronic form; twenty minutes for applications to obtain regis- 
trations based on registration of a mark in a foreign applicant's 
country of origin under §44(e) of the Act; thirteen minutes for 
allegations of use of the mark under §§2.76 and 2.88; ten minutes 
for requests for extension of time to file statements of use under 
§2.89; fourteen minutes for renewal applications under §9 of the 
Act combined with affidavits or declarations of continued use or 
excusable nonuse under §8 of the Act; fourteen minutes for 
combined affidavits/declarations of use and incontestability under 
§§8 and 15 of the Act; eleven minutes for an affidavit or 
declaration of continued use or excusable nonuse under §8 of the 
Act; eleven minutes for a renewal application under §9 of the Act; 
eleven minutes for a declaration of incontestability under §15 of 
the Act; three minutes for powers of attorney and designations of 
domestic representatives; and thirty minutes for a trademark 
recordation form cover sheet. These time estimates include the 
time for reviewing instructions, searching existing data sources, 
gathering and maintaining the data needed, and completing and 
reviewing the collection of information. Comments are invited on: 
(1) whether the collection of information is necessary for proper 
performance of the functions of the agency; (2) the accuracy of the 
agency’ s estimate of the burden; (3) ways to enhance the quality, 
utility, and clarity of the information to be collected; and (4) ways 
to minimize the burden of the collection of information to 
respondents. 


This rule also involves information requirements associated with 
amendments, oppositions, and petitions to cancel. The amend- 
ments and the oppositions have been previously approved by 
OMB under control number 0651-0009. The petitions to cancel 
have been previously approved by OMB under control number 
0651-0040. These requirements are not being resubmitted for 
review at this time. Send comments regarding this burden esti- 
mate, or any other aspect of this data collection, including 
suggestions for reducing the burden, to the Assistant Commis- 
sioner for Trademarks, 2900 Crystal Drive, Arlington, VA 22202- 
3513 (Attn: Ari Leifman), and to the Office of Information and 
Regulatory Affairs, OMB, 725 17th Street, N.W., Washington, 
D.C. 20230 (Attn: PTO Desk Officer). 
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Proposed §§2.21, 2.32, 2.34, 2.45, 2.76, 2.88, 2.161, 2.167, and 
2.183 may lessen the public reporting burden. 


An application to obtain a registration can only be accepted for 
review if a respondent provides certain required minimum ele- 
ments; otherwise, the Office will return the application to the 
respondent. Proposed §2.21 lessens the number of these required 
minimum elements. Therefore, the number of applications re- 
turned to respondents may decline, and this may result in fewer 
multiple submissions of applications to obtain registrations from 
single respondents. 


An application to obtain registration must identify at least one 
legal basis for filing the application. Currently, two of these bases, 
use of the mark and a bona fide intention to use the mark, may not 
be identified in a single application. Proposed §2.34 allows a 
respondent to assert each of these bases with respect to different 
goods or services in a single application. This may allow some 
applicants to submit a single application rather than multiple 
applications. 


Currently, applicants must describe the manner in which the mark 
is used or intended to be used in applications for registration of 
trademarks and service marks, in applications for registration of 
collective membership marks, in applications for registration of 
certification marks, in amendments to allege use of a mark, and in 
statements of use. Proposed §2.32 removes this requirement with 
respect to applications for registration of trademarks, service 
marks and collective membership marks; proposed §2.45 removes 
this requirement with respect to applications to register certifica- 
tion marks; proposed §2.76 removes this requirement with respect 
to amendments to allege use; and proposed §2.88 removes this 
requirement with respect to statements of use. The Office estimates 
that the removal of this requirement may reduce the time needed 
to complete each of these submissions by two minutes. 


Currently, the type of commerce in which a mark is used must be 
specified in affidavits or declarations of continued use or excusable 
nonuse, in applications for renewal, and in declarations of incon- 
testability. Proposed §2.161 eliminates this requirement with 
respect to declarations of continued use; proposed §2.167 elimi- 
nates this requirement with respect to declarations of incontest- 
ability; and proposed §2.183 eliminates this requirement with 
respect to applications for renewal. The Office estimates that the 
removal of this requirement may reduce the time needed to 
complete each of these submissions by one minute. 

List of Subjects 37 

CFR Part | 

Administrative practice and procedure, Patents. 

37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, Trade- 
marks. 


37 CFR Part 3 

Administrative practice and procedure, Patents, Trademarks. 

37 CFR Part 6 

Trademarks. 

For the reasons given in the preamble and under the authority 
contained in 35 U.S.C. 6 and 15 U.S.C. 41, as amended, the Patent 
and Trademark Office proposes to amend parts 1, 2, 3, and 6 of title 
37 as follows: 

PART I - RULES OF PRACTICE IN PATENT CASES 

1. The authority citation for part 1 continues to read as follows: 


authority: 35 U.S.C. 6, unless otherwise noted. 


la. Amend §1.1 by revising paragraph (a)(2) to read as follows: 
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§1.1 Addresses for correspondence with the Patent and Trade- 
mark Office. 


(a) OK 
(2) Trademark correspondence. 


(i) Send all trademark filings and correspondence, except as 
specified below or unless submitting electronically, to: 


Assistant Commissioner for Trademarks 
2900 Crystal Drive 
Arlington, Virginia 22202-3513 


(ii) Send trademark-related documents for the Assignment Divi- 
sion to record to: 


Commissioner of Patents and Trademarks 
Box Assignment 
Washington, D.C.20231 


(iii) Send requests for certified or uncertified copies of trademark 
applications and registrations, other than coupon orders for uncer- 
tified copies of registrations, to: 


Commissioner of Patents and Trademarks 
Box 10 
Washington, D.C.20231 


(iv) Send requests for coupon orders for uncertified copies of 
registrations to: 


Commissioner of Patents and Trademarks 
Box 9 
Washington, D.C. 20231 


(v) An applicant may transmit an application for trademark 
registration electronically, but only if the applicant uses the Patent 
and Trademark Office’s electronic form. 


HEEEK 


2. Amend §1.4 by revising the last sentence of paragraph (a)(2), 
revising paragraphs (d)(1) and (d)(1)(ii), and adding a new 
paragraph (d)(1)(iii) to read as follows: 


§1.4 Nature of correspondence and signature requirements. 
(a) ** * 


(2) * * * See particularly the rules relating to the filing, processing, 
or other proceedings of national applications in subpart B, §§1.31 
to 1.378; of internationalapplications in subpart C, §§1.401 to 
1.499; of reexamination of patents in subpart D, §§1.501 to 1.570; 
of interferences in subpart E, §§1.601 to 1.690; of extension of 
patentterm in subpart F, §§1.710 to 1.785; and of trademark 
applications and registrations, §§2.11 to 2.186. 


Se ROE 


(d)(1) Each piece of correspondence, except as provided in 
paragraphs (e) and (f) of this section, filed in a patent or trademark 
application, reexamination proceeding, patent or trademark inter- 
ference proceeding, patent file or trademark registration file, 
trademark opposition proceeding, trademark cancellation proceed- 
ing, or trademark concurrent use proceeding, which requires a 
person’s signature, must: 


(i) KK 


(ii) Be a direct or indirect copy, such as a photocopy or facsimile 
transmission (§ 1.6(d)), of an original. In the event that a copy of 
the original is filed, the original should be retained as evidence of 
authenticity. If a question of authenticity arises, the Office may 
require submission of the original; or 


(iii) Where an electronically transmitted trademark filing is per- 
mitted, the person who signs the filing must either: 
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(A) Place a symbol comprised of numbers and/or letters between 
two forward slash marks in the signature block on the electronic 
submission; and print, sign and date in permanent ink, and 
maintain a paper copy of the electronic submission. Additionally, 
the person who signs the filing must maintain a verified statement 
confirming that the signatory has adopted the symbol shown in the 
signature block to verify the contents of the filing, and that the 
information in the electronic submission is identical to the infor- 
mation in the paper copy of the submission. This verified statement 
should not be submitted; or 


(B) Sign the verified statement using some other form of electronic 
signature specified by the Commissioner. 


KKKEK 


3. Amend §1.5 by revising paragraph (c) to read as follows: 
§1.5 Identification of application, patent or registration. 
eEKEK 


(c)(1) A letter about a trademark application should identify the 
serial number, the name of the applicant, and the mark. 


(2) A letter about a registered trademark should identify the 
registration number, the name of the registrant, and the mark. 


eRREK 


4. Amend §1.6 by revising paragraph (a)(1), and adding new 
paragraph (a)(4), to read as follows: 


§1.6 Receipt of correspondence. 
(a) “ee 


(1) The Patent and Trademark Office is not open for the filing of 
correspondence on any day that is a Saturday, Sunday, or Federal 
holiday within the District of Columbia. Except for correspon- 
dence transmitted by facsimile under paragraph (a)(3), or filed 
electronically under paragraph (a)(4) of this section, no correspon- 
dence is received in the Office on Saturdays, Sundays, or Federal 
holidays within the District of Columbia. 


HEREE 


(4) Trademark-related correspondence transmitted electronically 
will be stampedwith the date on which the Office receives the 
transmission. 


KR RK 


5. Revise §1.23 to read as follows: 
$1.23 Method of payment. 


All payments of money required for Patent and Trademark Office 
fees, including fees for the processing of international applications 
(§ 1.445), shall be made in U.S. dollars and in the form of cashier’s 
checks, Treasury notes, post office money orders, or by certified 
check. If sent in any other form, the Office may delay or cancel the 
credit until collection is made. Payments for USPTO electronic 
applications and other electronic submissions authorized by the 
USPTO may be made by credit card identified on the electronic 
form. Money orders and checks must be made payable to the 
Commissioner of Patents and Trademarks. Remittances from 
foreign countries must be payable and immediately negotiable in 
the United States for the full amount of the fee required. Money 
sent by mail to the Office will be at the risk of the sender; letters 
containing currency should be registered. 


PART 2 - RULES APPLICABLE TO TRADEMARK CASES 
6. The authority citation for part 2 continues to read as follow: 
authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 


6a. Revise 2.1 to read as follows: 
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§2.1 Sections of part 1 applicable. 


Sections 1.1 to 1.26 of this chapter apply to trademark cases, 
except those parts that specifically refer to patents, and except 
§1.22 to the extent that it is inconsistent with §§2.85(e), 2.101(d), 
2.111(c), 2.164, or 2.185. Other sections of part 1 incorporated by 
reference in part 2 also apply to trademark cases. 


7. Section 2.6 is amended by revising the introductory text, 
paragraphs (a)(5), (a)(6), (a)(12), (a)(13), (a)(14), (a)(19), (a)(20), 
and (a)(21) to read as follows: 


§2.6 Trademark fees. 


The Patent and Trademark Office requires the following fees and 
charges: 


(a) a OK 


(5) For filing an application for renewal of a registration, 
per class 


(6) Additional fee for filing a renewal application during the grace 
period, per class $ 


(12) For filing an affidavit under section 8 of the Act, per 


(13) For filing an affidavit under section 15 of the Act, per class . 
$200.00 


(14) Additional fee for filing a section 8 affidavit during the grace 
period, per class 


HEEEK 


(19) For filing a request to divide an application, per new 
application (file wrapper) 


(20) For correcting a deficiency in a section 8 affidavit . $100.00 
(21) For correcting a deficiency in a renewal application . $100.00 


8. Amend §2.17 by adding paragraphs (c) and (d) to read as 
follows: 


§2.17 Recognition for representation. 


REEEE 


(c) To be recognized as a representative, an attorney as defined in 
§10.1(c) of this chapter may file a power of attorney, appear in 
person, or sign a paper on behalf of an applicant or registrant that 
is filed with the Office in a trademark case. 


(d) A party may file a power of attorney that relates to more than 
one trademark application or registration, or to all existing and 
future applications and registrations of that party. A party relying 
on a power of attorney concerning more than one application or 
registration must: 


(1) Include a copy of the previously filed power of attorney; or 


(2) Refer to the power of attorney, specifying the filing date of the 
previously filed power of attorney; the application serial number 
(if known), registration number, or inter partes proceeding number 
for which the original power of attorney was filed; and the name 
of the party who signed the power of attorney; or, if the application 
serial number is not known, submit a copy of the application or a 
copy of the mark, and specify the filing date. 


9. Revise §2.20 to read as follows: 
§2.20 Declarations in lieu of oaths. 


Instead of an oath, affidavit, verification, or sworn statement, the 
following language may be used: 
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I declare pursuant to the provisions of 18 U.S.C. 1001 
andunder the penalty of perjury that all statements made of 
my ownknowledge are true and that all statements made on 
information andbelief are believed to be true. I understand 
that willful falsestatements and the like are punishable by 
fine or imprisonment, or both,and may jeopardize the 
validity of the application or document or anyregistration 
resulting therefrom. 

10. Revise §2.21 to read as follows: 

§2.21 Requirements for receiving a filing date. 


(a) The Office will grant a filing date to an application that contains 
all of the following: 


(1) The name of the applicant; 

(2) A name and address for correspondence; 
(3) A clear drawing of the mark; 

(4) A listing of the goods or services; and 


(5) The filing fee for at least one class of goods or services, 
required by §2.6. 


(b) If the applicant does not submit all the elements required in 
paragraph (a), the Office may return the papers with an explanation 
of why the filing date was denied. 

(c) The applicant may correct and resubmit the application papers. 
If the resubmitted papers and fee meet all the requirements of 
paragraph (a) of this section, the Office will grant a filing date as 
of the date the Office receives the corrected papers. 

11. Remove and reserve §2.31. 

12. Revise §2.32 to read as follows: 

§2.32 Requirements for written application. 

(a) The application must be in English and include the following: 
(1) A request for registration; 

(2) The name of the applicant(s); 

(3)() The citizenship of the applicant(s); or 

(ii) If the applicant is a corporation, association, partnership or 


other juristic person, the state or nation under the laws of which the 
applicant is organized; and 


(iii) If the applicant is a partnership, the names and citizenship of 
the general partners; 


(4) The address of the applicant; 
(5) One or more bases, as required by §2.34(a); 


(6) A list of the particular goods or services on or in connection 
with which the applicant uses or intends to use the mark. In a 
United States application filed undersection 44 of the Act, the 
scope of the goods or services covered by the section 44 basis may 
not exceed the scope of the goods or services in the foreign 
application or registration; and 

(7) The international class of goods or services, if known. See §6.1 
of this chapter for a list of the international classes of goods and 


services. 


(b) The application must include a verified statement that meets the 
requirements of §2.33. 


(c) For the requirements for a multiple class application, see §2.86. 


13. Revise §2.33 to read as follows: 
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§2.33 Verified statement. 


(a) The application must include a statement that is signed and 
verified (sworn to) or supported by a declaration under §2.20 by a 
person properly authorized to sign on behalf of the applicant. A 
person who is properly authorized to sign on behalf of the 
applicant includes a person with legal authority to bind the 
applicant and/or a person with firsthand knowledge and actual or 
implied authority to act on behalf of the applicant. 


(b)(1) In an application under section l(a) of the Act, the verified 
statement must allege: 


That the applicant has adopted and is using the mark shown 
inthe accompanying drawing; that the applicant believes it is 
the owner ofthe mark; that the mark is in use in commerce, 
specifying the type ofcommerce; that to the best of the 
declarant’s knowledge and belief, noother person has the 
right to use the mark in commerce, either in theidentical 
form or in such near resemblance as to be likely, when 
appliedto the goods or services of the other person, to cause 
confusion ormistake, or to deceive; that the specimen shows 
the mark as used on orin connection with the goods or 
services; and that the facts set forthin the application are 
true. 


(2) In an application under section I(b) or section 44 of the Act, the 
verified statement must allege: 


That the applicant has a bona fide intention to use the 
markshown in the accompanying drawing in commerce on 
or in connection withthe specified goods or services; that the 
applicant believes it isentitled to use the mark; that to the 
best of the declarant’s knowledgeand belief, no other person 
has the right to use the mark in commerce,either in the 
identical form or in such near resemblance as to belikely, 
when applied to the goods or services of the other person, 
tocause confusion or mistake, or to deceive; and that the 
facts set forthin the application are true. 


(c) If the verified statement is not filed within a reasonable time 
after it is signed, the Office may require the applicant to submit a 
substitute verification or declaration under §2.20 of the applicant’s 
continued use or bona fide intention to use the mark in commerce. 


(d) Where an electronically transmitted filing is permitted, the 
person who signs the verified statement must either: 


(1) Place a symbol comprised of numbers and/or letters between 
two forward slash marks in the signature block on the electronic 
submission; and print, sign and date in permanent ink, and 
maintain a paper copy of the electronic submission. Additionally, 
the applicant must maintain a verified statement confirming that 
the signatory has adopted the symbol shown in the signature block 
to verify the contents of the document, and that the information in 
the electronic submission is identical to the information in the 
paper copy of the submission. The applicant should not submit this 
verified statement; or 


(2) Sign the verified statement using some other form of electronic 
signature specified by the Commissioner. 


14. Add §2.34 to read as follows: 
§2.34 Bases for filing. 


(a) The application must include one or more of the following four 
filing bases: 


(1) Use in commerce under section l(a) of the Act. The require- 
ments for anapplication based on section I(a) of the Act are: 


(i) The trademark owner’s verified statement that the mark is in use 
in commerce on or in connection with the goods or services listed 
in the application. If the verification is not filed with the initial 
application, the verified statement must allege that the mark was in 
use in commerce on or in connection with the goods or services 
listed in the application as of the application filing date; 
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(ii) The date of the applicant’s first use of the mark anywhere on 
or in connection with the goods or services; 


(iii) The date of the applicant’s first use of the mark in commerce 
as a trademark or service mark, specifying the type of commerce; 
and 


(iv) One specimen showing how the applicant actually uses the 
mark in commerce. 


(v) An application may list more than one item of goods, or more 
than one service, provided the applicant has used the mark on or in 
connection with all the specified goods or services. The dates of 
use required by paragraphs (ii) and (iii) of this section may be for 
only one of the items specified. 


(2) Intent-to-use under section 1(b) of the Act. 


(i) In an application under section |(b) of the Act, the trademark 
owner must verify that it has a bona fide intention to use the mark 
in commerce on or in connection with the goods or services listed 
in the application. If the verification is not filed with the initial 
application, the verified statement must allege that the applicant 
had a bona fide intention to use the mark in commerce as of the 
filing date of the application. 


(ii) The application may list more than one item of goods, or more 
than one service, provided the applicant has a bona fide intention 
to use the mark in commerce on or in connection with all the 
specified goods or services. 


(3) Registration of a mark in a foreign applicant's country of origin 
under section 44(e) of the Act. The requirements for an application 
under section 44(e) of the Act are: 


(i) The trademark owner’s verified statement that it has a bona fide 
intention to use the mark in commerce on or in connection with the 
goods or services listed in the application. If the verification is not 
filed with the initial application, the verified statement must allege 
that the applicant had a bona fide intention to use the mark in 
commerce as of the filing date of the application. 


(ii) A certification or certified copy of a registration in the 
applicant’s country of origin showing that the mark has been 
registered in that country, and that the registration is in full force 
and effect. The certification or certified copy must show the name 
of the owner, the mark, and the goods or services for which the 
mark is registered. If the certification or certified copy is not in the 
English language, the applicant must submit a translation. 


(iii) If the record indicates that the foreign registration will expire 
before the United States registration will issue, the applicant must 
submit a certification or certified copy from the country of origin 
to establish that the registration has been renewed and will be in 
force at the time the United States registration will issue. If the 
certification or certified copy is not in the English language, the 
applicant must submit a translation. 


(iv) The application may list more than one item of goods, or more 
than one service, provided the applicant has a bona fide intention 
to use the mark in commerce on or in connection with all the 
specified goods or services. 


(4) Claim of priority, based upon an earlier-filed foreign applica- 
tion, under section 44(d) of the Act. The requirements for an 
application under section 44(d) of the Act are: 


(i) A claim of priority, filed within six months of the filing date of 
the foreign application. Before publication or registration on the 
Supplemental Register, the applicant must either: 


(A) Specify the filing date and country of the first regularly filed 
foreign application; or 


(B) State that the application is based upon a subsequent regularly 
filed application in the same foreign country, and that any 
prior-filed application has been withdrawn, abandoned or other- 
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wise disposed of, without having been laid open to public 
inspection and without having any fights outstanding, and has not 
served as a basis for claiming a fight of priority. 


(ii) Include the trademark owner’s verified statement that it has a 
bona fide intention to use the mark in commerce on or in 
connection with the goods or services listed in the application. If 
the verification is not filed with the initial application, the verified 
statement must allege that the applicant had a bona fide intention 
to use the mark in commerce as of the filing date of the application. 


(iii) Before the application can be approved for publication, or for 
registration onthe Supplemental Register, the applicant must 
establish a basis under section l(a), section l(b) or section 44(e) of 
the Act. 


(iv) The application may list more than one item of goods, or more 
than one service, provided the applicant has a bona fide intention 
to use the mark in commerce on or in connection with all the 
specified goods or services. 


(b)(1) The applicant may claim more than one basis, provided that 
the applicant satisfies all requirements for the bases claimed. 
However, the applicant may not claim both sections l(a) and I(b) 
for the identical goods or services in the same application. 


(2) If the applicant claims more than one basis, the applicant must 
list each basis, followed by the goods or services to which that 
basis applies. If some or all of the goods or services are covered by 
more than one basis, this must be stated. 


(c) The word “commerce” means commerce that Congress may 
lawfully regulate, as specified in section 45 of the Act. 


15. Remove §2.37. 

16. Redesignate §2.35 as §2.37. 

17. Add new §2.35, to read as follows: 

§2.35 Adding, deleting, or substituting bases. 


(a) Before publication, the applicant may add or substitute a basis, 
if the applicant meets all requirements for the new basis, as stated 
in 2.34. The applicant may delete a basis at any time. 


(b) An applicant may not amend an application to add or substitute 
a basis after the mark has been published for opposition. The 
applicant may delete a basis after publication. 


(c) When the applicant substitutes a basis, the Office will presume 
that the original basis was valid and the application will retain the 
original filing date, unless there is contradictory evidence in the 
record. 


(d) If an applicant properly claims a section 44(d) basis in addition 
to another basis, the applicant will retain the priority filing date 
under section 44(d) no matter which basis the applicant perfects. 


(e) The applicant may add or substitute a section 44(d) basis only 
within the six-month priority period following the filing date of the 
foreign application. 


(f) When the applicant adds or substitutes a basis, the applicant 
must list each basis, followed by the goods or services to which 
that basis applies. 


(g) When the applicant deletes a basis, the applicant must also 
delete any goods or services covered solely by the deleted basis. 


(h) Once an applicant claims a section l(b) basis as to any or all of 
the goods or services, the applicant may not amend the application 
to seek registration under section l(a) of the Act for those goods or 
services unless the applicant files an allegation of use under 
section I(c) or section I(d) of the Act. 


18. Amend §2.38 by revising paragraph (a) to read as follows: 
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§2.38 Use by predecessor or by related companies. 


(a) If the first use of the mark was by a predecessor in title or by 
a related company (sections 5 and 45 of the Act), and the use 
inures to the benefit of the applicant, the dates of first use 
(§§2.34(a)(1)(ii) and (iii)) may be asserted with a statement that 
first use was by the predecessor in title or by the related company, 
as appropriate. 


19. Remove and reserve §2.39. 
20. Revise §2.45 to read as follows: 
§2.45 Certification mark. 


(a) In an application to register a certification mark under section 
l(a) of the Act, the application shall include all applicable 
elements required by the preceding sections for trademarks. In 
addition, the application must: specify the conditions under which 
the certification mark is used; allege that the applicant exercises 
legitimate control over the use of the mark; allege that the 
applicant is not engaged in the production or marketing of the 
goods or services to which the mark is applied; and include a copy 
of the standards that determine whether others may use the 
certification mark on their goods and/or in connection with their 
services. 


(b) In an application to register a certification mark under section 
I(b) or section 44 of the Act, the application shall include all 
applicable elements required by the preceding sections for trade- 
marks. In addition, the application must: specify the conditions 
under which the certification mark is intended to be used; allege 
that the applicant intends to exercise legitimate control over the 
use of the mark; and allege that the applicant will not engage in the 
production or marketing of the goods or services to which the 
mark is applied. When the applicant files an amendment to allege 
use undersection I(c) of the Act, or a statement of use under 
section 1(d) of the Act, the applicant must submit a copy of the 
standards that determine whether others may use the certification 
mark on their goods and/or in connection with their services. 


21. In §2.51, remove paragraphs (c), (d) and (e). 
22. Revise §2.52 to read as follows: 
§2.52 Types of drawings and format for drawings. 


(a) A drawing depicts the mark sought to be registered. The 
drawing must show only one mark. The applicant must include a 
clear drawing of the mark when the application is filed. There are 
two types of drawings: 


(1) Typed drawing. The drawing may be typed if the mark consists 
only of words, letters, numbers, common forms of punctuation, or 
any combination of these elements. In a typed drawing, every 
word or letter must be typed in uppercase type. If the applicant 
submits a typed drawing, the application is not limited to the mark 
depicted in any special form or lettering. 


(2) Special form drawing. A special form drawing is required if the 
mark has a two or three-dimensional design; or color; or words, 
letters, or numbers in a particular style of lettering; or unusual 
forms of punctuation. 


(i) Special form drawings must be made with a pen or by a process 
that will provide high definition when copied. A photolithographic, 
printer's proof copy, or other high quality reproduction of the mark 
may be used. Every line and letter, including color lining and lines 
used for shading, must be black. All lines must be clean, sharp, and 
solid, and must not be fine or crowded. Gray tones or tints may not 
be used for surface shading or any other purpose. 


(ii) If necessary to adequately depict the commercial impression of 
the mark, the applicant may be required to submit a drawing that 
shows the placement of the mark by surrounding the mark with a 
proportionately accurate broken-line representation of the particu- 
lar goods, packaging, or advertising on which the mark appears. 
The applicant must also use broken lines to show any other matter 
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not claimed as part of the mark. For any drawing using broken 
lines to indicate placement of the mark, or matter not claimed as 
pan of the mark, the applicant must include in the body of the 
application a written description of the mark and explain the 
purpose of the broken lines. 


(iii) If the mark has three-dimensional features, the applicant must 
submit a drawing that depicts a single rendition of the mark, and 
the applicant must include a description of the mark indicating that 
the mark is three-dimensional. 


(iv) If the mark has motion, the applicant may submit a drawing 
that depicts a single point in the movement, or the applicant may 
submit a square drawing that contains up to four freeze frames 
showing various points in the movement, whichever best depicts 
the commercial impression of the mark. The applicant must also 
submit a written description of the mark. 


(v) If the mark has color, the applicant may claim that all or pan 
of the mark consists of one or more colors. To claim color, the 
applicant must submit a statement explaining where the color or 
colors appear in the mark and the nature of the color(s). 


(vi) If a drawing cannot adequately depict all significant features 
of the mark, the applicant must also submit a written description of 
the mark. 


(3) Sound, scent, and non-visual marks. The applicant is not 
required to submit a drawing if the applicant’s mark consists only 
of a sound, a scent, or other completely non-visual matter. For 
these types of marks, the applicant must submit a detailed written 
description of the mark. 


(b) Recommended Format for special form drawings 


(1) Type of paper and ink. The drawing should be on a piece of 
non-shiny, white paper that is separate from the application. Black 
ink should be used to depict the mark. 


(2) Size of paper and size of mark. The drawing should be on paper 
that is 8 to 8 1/2 inches (20.3 to 21.6 cm.) wide and 11 to 11.69 
inches (27.9 to 29.7 cm.) long. One of the shorter sides of the sheet 
should be regarded as its top edge. The drawing should be between 
2.5 inches (6.1 cm.) and 4 inches (10.3 cm.) high and/or wide. 
There should be at least a | inch (2.5 cm.) margin between the 
drawing and the edges of the paper, and at least a | inch (2.5 cm.) 
margin between the drawing and the heading. 


(3) Heading. Across the top of the drawing, beginning one inch 
(2.5 cm.) from the top edge, the applicant should type the 
following: applicant’s name; applicant’s address; the goods or 
services recited in the application, or a typical item of the goods or 
services if numerous items are recited in the application; the date 
of first use of the mark and first use of the mark in commerce in 
an application under section | (a) of the Act; the priority filing date 
of the relevant foreign application in an application claiming the 
benefit of a prior foreign application under section 44(d) of the 
Act. If the information in the heading is lengthy, the heading may 
continue onto a second page,but the mark should be depicted on 
the first page. 


(c) Drawings in electronically transmitted applications. For an 
electronically transmitted application, if the drawing is in special 
form, the applicant must attach a digitized image of the mark to the 
electronic submission. 


23. Revise §2.56 to read as follows: 
§2.56 Specimens. 


(a) An application under section l(a) of the Act, an amendment to 
allege use under §2.76, and a statement of use under §2.88 must 
each include one specimen showing themark as used on or in 
connection with the goods, or in the sale or advertising of 
theservices in commerce. 
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(b)(1) A trademark specimen is a label, tag, or container for the 
goods, or a display associated with the goods. The Office may 
accept another document related to the goods or the sale of the 
goods when it is not possible to place the mark on the goods or 
packaging for the goods. 


(2) A service mark specimen must show the mark as actually used 
in the sale or advertising of the services. 


(3) A collective trademark or collective service mark specimen 
must show how a member uses the mark on the member’s goods 
or in the sale or advertising of the member’s services. 


(4) A collective membership mark specimen must show use by 
members to indicate membership in the collective organization. 


(5) A certification mark specimen must show how a person other 
than the owner uses the mark to certify regional or other origin, 
material, mode of manufacture, quality, accuracy, or other charac- 
teristics of that person’s goods or services; or that members of a 
union or other organization performed the work or labor on the 
goods or services. 


(c) A photocopy or other reproduction of a specimen of the mark 
as actually used on or in connection with the goods, or in the sale 
or advertising of the services, is acceptable. However, a photocopy 
of the drawing required by §2.51 is not a proper specimen. 


(d)(1) The specimen should be flat, and not larger than 8 1/2 inches 
(21.6 cm.) wide by 11.69 inches (29.7 cm.) long. If a specimen of 
this size is not available, the applicant may substitute a suitable 
photograph or other facsimile. 


(2) If the applicant files a specimen exceeding these size require- 
ments (a “bulky specimen”), the Office will create a facsimile of 
the specimen that meets the requirements of the rule (i.e., is flat 
and no larger than 8 1/2 inches (21.6 cm.) wide by 11.69 inches 
(29.7 cm.) long) and put it in the file wrapper. 


(3) In the absence of non-bulky alternatives, the Office may accept 
an audio or video cassette tape recording, CD-ROM, or other 
appropriate medium. 


(4) For an electronically transmitted application, or other elec- 
tronic submission, the specimen must be submitted as a digitized 
image. 


24. Remove and reserve §2.57. 
25. Remove and reserve §2.58. 
26. Revise §2.59 to read as follows: 
§2.59 Filing substitute specimen(s). 


(a) In an application under section l(a) of the Act, the applicant 
may submit substitute specimens of the mark as used on or in 
connection with the goods, or in the sale or advertising of the 
services. The applicant must verify by an affidavit or declaration 
under 2.20 that the substitute specimens were in use in commerce 
at least as early as the filing date of the application. Verification is 
not required if the specimen is a duplicate or facsimile of a 
specimen already of record in the application. (b) In an application 
under section | 


(b) of the Act, after filing either an amendment to allege use under 
§2.76 or a statement of use under §2.88, the applicant may submit 
substitute specimens of the mark as used on or in connection with 
the goods, or in the sale or advertising of the services. If the 
applicant submits substitute specimen(s), the applicant must: 


(1) For an amendment to allege use under §2.76, verify by affidavit 
or declaration under §2.20 that the applicant used the substitute 
specimen(s) in commerce prior to filing the amendment to allege 
use. 
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(2) For a statement of use under §2.88, verify by affidavit or 
declaration under §2.20 that the applicant used the substitute 
specimen(s) in commerce either prior to filing the statement of use 
or prior to the expiration of the deadline for filing the statement of 
use. 


27. Revise §2.66 to read as follows: 
§2.66 Revival of abandoned applications. 


(a) The applicant may file a petition to revive an application 
abandoned because the applicant did not timely respond to an 
Office action or notice of allowance. The applicant must file the 
petition: 


(1) Within two months of the mailing date of the notice of 
abandonment; or 


(2) Within two months of actual knowledge of the abandonment, 
if the applicant did not receive the notice of abandonment, and the 
applicant was diligent in checking the status of the application. 


(b) The requirements for filing a petition to revive an application 
abandoned because the applicant did not timely respond to an 
Office action are: 


(1) The petition fee required by §2.6; 


(2) A statement, signed by someone with firsthand knowledge of 
the facts, that the delay in filing the response on or before the due 
date was unintentional; and 


(3) Unless the applicant alleges that it did not receive the Office 
action, the proposed response. 


(c) The requirements for filing a petition to revive an application 
abandoned because the applicant did not timely respond to a notice 
of allowance are: 


(1) The petition fee required by §2.6; 


(2) A statement, signed by someone with firsthand knowledge of 
the facts, that the delay in filing the statement of use (or request for 
extension of time to file a statement of use) on or before the due 
date was unintentional; 


(3) Unless the applicant alleges that it did not receive the notice of 
allowance and requests cancellation of the notice of allowance, the 
required fees for the number of requests for extensions of time to 
file a statement of use that the applicant should have filed under 
§2.89 if the application had never been abandoned; 


(4) Unless the applicant alleges that it did not receive the notice of 
allowance and requests cancellation of the notice of allowance, 
either a statement of use under §2.88 or a request for an extension 
of time to file a statement of use under §2.89; and 


(5) Unless a statement of use is filed with or before the petition, or 
the applicant alleges that it did not receive the notice of allowance 
and requests cancellation of the notice of allowance, the applicant 
must file any further requests for extensions of time to file a 
statement of use under §2.89 that become due while the petition is 
pending, or file a statement of use under §2.88. 


(d) In an application under section l(b) of the Act, the Commis- 
sioner will not grant the petition if this would permit the filing of 
a statement of use more than 36 months after the mailing date of 
the notice of allowance under section 13(b)(2) of the Act. 


(e) The Commissioner will grant the petition to revive if the 
applicant complies with the requirements listed above and estab- 
lishes that the delay in responding was unintentional. 


(f) If the Commissioner denies a petition, the applicant may 
request reconsideration if the applicant: 


(1) Files the request within two months of the mailing date of the 
decision denying the petition; and 
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(2) Pays a second petition fee under §2.6. 
28. Revise §2.71 to read as follows: 
§2.71 Amendments to correct informalities. 


The applicant may amend the application during the course of 
examination, when required by the Office or for other reasons. 


(a) The applicant may amend the application to clarify or limit, but 
not to broaden, the identification of goods and/or services. 


(b)(1) If the declaration or verification of an application under 
§2.33 is unsigned or signed by the wrong party, the applicant may 
submit a substitute verification or declaration under §2.20. 


(2) If the declaration or verification of a statement of use under 
§2.88, or a request for extension of time to file a statement of use 
under §2.89, is unsigned or signed by the wrong party, the 
applicant must submit a substitute verification before the expira- 
tion of the statutory deadline for filing the statement of use. 


(c) The applicant may amend the dates of use, provided that the 
applicant supports the amendment with an affidavit or declaration 
under §2.20, except that the following amendments are not 
permitted: 


(1) In an application under section 1(a) of the Act, the applicant 
may not amend the application to specify a date of use that is 
subsequent to the filing date of the application; 


(2) In an application under section I(b) of the Act, after filing a 
statement of use under §2.88, the applicant may not amend the 
statement of use to specify a date of use that is subsequent to the 
expiration of the deadline for filing the statement of use. 


(d) The applicant may amend the application to correct the name 
of the applicant, if there is a mistake in the manner in which the 
name of the applicant is set out in the application. The amendment 
must be supported by an affidavit or declaration under §2.20, 
signed by the applicant. However, the application cannot be 
amended to set forth a different entity as the applicant. An 
application filed in the name of an entity that did not own the mark 
as of the filing date of the application is void. 


29. Revise §2.72 to read as follows: 
§2.72 Amendments to description or drawing of the mark. 


(a) In an application based on use in commerce under section I(a) 
of the Act, the applicant may amend the description or drawing of 
the mark only if: 


(1) The specimens originally filed, or substitute specimens filed 
under §2.59(a), support the proposed amendment; and 


(2) The proposed amendment does not materially alter the mark. 
The Office will determine whether a proposed amendment mate- 
rially alters a mark by comparing the proposed amendment with 
the description or drawing of the mark filed with the original 
application. 


(b) In an application based on a bona fide intention to use a mark 
in commerce under section l(b) of the Act, the applicant may 
amend the description or drawing of the mark only if: 


(1) The specimens filed with an amendment to allege use or 
statement of use, or substitute specimens filed under §2.59(b), 
support the proposed amendment; and 


(2) The proposed amendment does not materially alter the mark. 
The Office will determine whether a proposed amendment mate- 
rially alters a mark by comparing the proposed amendment with 
the description or drawing of the mark filed with the original 
application. 
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(c) In an application based on a claim of priority under section 
44(d) of the Act, or on a mark duly registered in the country of 
origin of the foreign applicant under section 44(e) of the Act, the 
applicant may amend the description or drawing of the mark only 
if: 


(1) The description or drawing of the mark in the foreign 
registration certificate supports the amendment; and 


(2) The proposed amendment does not materially alter the mark. 
The Office will determine whether a proposed amendment mate- 
rially alters a mark by comparing the proposed amendment with 
the description or drawing of the mark filed with the original 
application. 


30. Amend §2.76 by revising paragraphs (b), (e)(2), and (e)(3), and 
adding paragraphs (i) and (j) to read as follows: 


§2.76 Amendment to allege use. 


RR EK 


(b) A complete amendment to allege use must include: 


(1) A statement that is signed and verified (sworn to) or supported 
by a declaration under §2.20 by a person properly authorized to 
sign on behalf of the applicant (see §2.33(a)(2)) that: 


(i) The applicant believes it is the owner of the mark; and 

(ii) The mark is in use in commerce, specifying the date of the 
applicant's first use of the mark and first use of the mark in 
commerce, the type of commerce, and those goods or services 
specified in the application on or in connection with which the 
applicant uses the mark in commerce. 


(2) One specimen of the mark as actually used in commerce. See 
§2.56 for the requirements for specimens; and 


(3) The fee per class required by §2.6. 


SEE4% 


(e) ed 


(2) One specimen or facsimile of the mark as used in commerce; 
and 


(3) A statement that is signed and verified (sworn to) or supported 
by a declaration under §2.20 by a person properly authorized to 
sign on behalf of the applicant that the mark is in use in commerce. 


eESRE 


(i) If the applicant does not file the amendment to allege use within 
a reasonable time aeter it is signed, the Office may require a 
substitute verification or declaration under §2.20 stating that the 
mark is still in use in commerce. 

(j) For the requirements for a multiple class application, see §2.86. 
31. Revise §2.86 to read as follows: 

§2.86 Application may include multiple classes. 

(a) In a single application, an applicant may apply to register the 
same mark for goods and/or services in multiple classes. The 
applicant must: 

(1) Specifically identify the goods or services in each class; 

(2) Submit an application filing fee for each class; and 

(3) Include either dates of use (see 2.34(a)(1)(ii) and 

(iii)) and one specimen for each class, or a statement of a bona fide 


intention to use the mark in commerce on or inconnection with all 
the goods or services specified in each class. The applicant may 
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not claim both use in commerce and a bona fide intention to use 
the mark in commerce for the identical goods or services in one 
application. 


(b) An amendment to allege use under 2.76 or a statement of use 
under §2.88 must include, for each class, the required fee, dates of 
use, and one specimen. The applicant may not file the amendment 
to allege use or statement of use until the applicant has used the 
mark on all the goods or services, unless the applicant files a 
request to divide. See §2.87 for information regarding requests to 
divide. 


(c) The Office will issue a single certificate of registration for the 
mark, unless the applicant files a request to divide. See §2.87 for 
information regarding requests to divide. 


32. Amend §2.88 by revising paragraphs (b) and (e) and by adding 
paragraphs (k) and (1) to read as follows: 


§2.88 Filing statement of use after notice of allowance. 


ee RK 


(b) A complete statement of use must include: 


(1) A statement that is signed and verified (sworn to) or supported 
by a declaration under §2.20 by a person properly authorized to 
sign on behalf of the applicant (see §2.33(a)(2)) that: 


(i) The applicant believes it is the owner of the mark; and 


(ii) The mark is in use in commerce, specifying the date of the 
applicant’s first use of the mark and first use of the mark in 
commerce, the type of commerce, and those goods or services 
specified in the notice of allowance on or in connection with which 
the applicant uses the mark in commerce; 


(2) One specimen of the mark as actually used in commerce. See 
§2.56 for the requirements for specimens; and 


(3) The fee per class required by §2.6. 


ERKKE 


(e) The Office will review a timely filed statement of use to 
determine whether it meets the following minimum requirements: 


(1) The fee for at least a single class, required by §2.6; 
(2) One specimen of the mark as used in commerce; 


(3) A statement that is signed and verified (sworn to) or supported 
by a declaration under §2.20 by a person properly authorized to 
sign on behalf of the applicant that the mark is in use in commerce. 
If the verification or declaration is unsigned or signed by the 
wrong party, the applicant must submit a substitute verification on 
or before the statutory deadline for filing the statement of use. 


#REKE 
(k) If the statement of use is not filed within a reasonable time after 
the date it is signed, the Office may require a substitute verification 


or declaration under §2.20 stating that the mark is still in use in 
commerce. 


(1) For the requirements for a multiple class application, see §2.86. 


33. Amend §2.89 by revising paragraphs (a), (b), and (d) and by 
adding paragraph (h) to read as follows: 


§2.89 Extensions of time for filing a statement of use. 


(a) The applicant may request a six-month extension of time to file 
the statement of use required by §2.88. The extension request must 
be filed within six months of the mailing date of the notice of 
allowance under section 13(b)(2) of the Act and must include the 
following: 
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(1) A written request for an extension of time to file the statement 
of use: 


(2) The fee per class required by 2.6; and 


(3) A statement that is signed and verified (sworn to) or supported 
by a declaration under 2.20 by a person properly authorized to sign 
on behalf of the applicant (see 2.33 


(a) 


(2)) that the applicant still has a bona fide intention to use the mark 
in commerce, specifying the relevant goods or services. If the 
verification is unsigned or signed by the wrong party, the applicant 
must submit a substitute verification within six months of the 
mailing date of the notice of allowance. 


(b) Before the expiration of the previously granted extension of 
time, the applicant may request further six-month extensions of 
time to file the statement of use by submitting the following: 


(1) A written request for an extension of time to file the statement 
of use; 


(2) The fee per class required by §2.6; 


(3) A statement that is signed and verified (sworn to) or supported 
by a declaration under §2.20 by a person properly authorized to 
sign on behalf of the applicant (see §2.33(a)(2)) that the applicant 
still has a bona fide intention to use the mark in commerce, 
specifying the relevant goods or services. If the verification is 
unsigned or signed by the wrong party, the applicant must submit 
a substitute verification before the expiration of the previously 
granted extension; and 


(4) A showing of good cause, as specified in paragraph (d) of this 
section. 


KKK 


(d) The showing of good cause must include a statement of the 
applicant’s on going efforts to make use of the mark in commerce 
on or in connection with each of the relevant goods or services. 
Those efforts may include product or service research or develop- 
ment, market research, manufacturing activities, promotional ac- 
tivities, steps to acquire distributors, steps to obtain governmental 
approval, or other similar activities. In the alternative, the appli- 
cant must submit a satisfactory explanation for the failure to make 
efforts to use the mark in commerce. 


KKK 


(h) If the extension request is not filed within a reasonable time 
after it is signed, the Office may require a substitute verification or 
declaration under §2.20 stating that the applicant still has a bona 
fide intention to use the mark in commerce. 


34. Amend §2.101 by revising paragraph (d)(1) to read as follows: 


§2.101 Filing an opposition. 


KR 


(d)(1) The opposition must be accompanied by the required fee for 
each party joined as opposer for each class in the application for 
which registration is opposed (see §2.6). If no fee, or a fee 
insufficient to pay for one person to oppose the registration of a 
mark in at least one class, is submitted within thirty days after 
publication of the mark to be opposed or within an extension of 
time for filing an opposition, the opposition will not be refused if 
the required fee(s) is submitted to the Patent and Trademark Office 
within the time limit set in the notification of this defect by the 
Office. 
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35. Amend §2.111 by revising paragraph (c)(1) to read as follows: 
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§2.111 Filing petition for cancellation. 
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(c)(1) The petition must be accompanied by the required fee for 
each class in the registration for which cancellation is sought (see 
§2.6). If the fee submitted is insufficient for a cancellation against 
all of the classes in the registration, and the particular class or 
classes against which the cancellation is filed are not specified, the 
Office will issue a written notice allowing petitioner a set time in 
which to submit the required fees(s) (provided that the five-year 
period, if applicable, has not expired) or to specify the class or 
classes sought to be cancelled. If the required fee(s) is not 
submitted, or the specification made, within the time set in the 
notice, the cancellation will be presumed to be against the class or 
classes in ascending order, beginning with the lowest numbered 
class, and including the number of classes in the registration for 
which the fees submitted are sufficient to pay the fee due for each 
class. 


KEKKE 


36. Amend §2.146 by revising paragraph (d) and by adding 
paragraphs (i) and (j) to read as follows: 


§2.146 Petitions to the Commissioner. 
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(d) A petition must be filed within two months of the mailing date 
of the action from which relief is requested, unless a different 
deadline is specified elsewhere in this chapter. 


KEKE 


(i) Where a petitioner seeks to revive or reinstate an application or 
registration that was abandoned or cancelled because papers were 
lost or mishandled by the Office, the Commissioner may deny the 
petition if the petitioner was not diligent in checking the status of 
the application or registration. 


(j) If the Commissioner denies a petition, the petitioner may 
request reconsideration, if the petitioner: 


(1) Files the request within two months of the mailing date of the 
decision denying the petition; and 


(2) Pays a second petition fee under §2.6. 
37. Revise §2.151 to read as follows: 
§2.151 Certificate. 


When the Office determines that a mark is registrable, a certificate 
will be issued stating that the applicant is entitled to registration on 
the Principal Register or on the Supplemental Register. The 
certificate will state the date on which the application for regis- 
tration was filed in the Office, the act under which the mark is 
registered, the date of issue, and the number of the registration. A 
reproduction of the mark and pertinent data from the application 
will be sent with the certificate. A notice of the requirements of 
section 8 of the Act will accompany the certificate. 


38. Revise §2.155 to read as follows: 

§2.155 Notice of publication. 

The Office will send the registrant a notice of publication of the 
mark and of the requirement for filing the affidavit or declaration 
required by section 8 of the Act. 

39. Revise §2.156 to read as follows: 

§2.156 Not subject to opposition; subject to cancellation. 

The published mark is not subject to opposition, but is subject to 
petitions to cancel as specified in §2.111 and to cancellation for 


failure to file the affidavit or declaration required by section 8 of 
the Act. 
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40. Add §2.160 to read as follows: 


§2.160 Affidavit or declaration of continued use or excusable 
nonuse required to avoid cancellation of registration. 


(a) During the following time periods, the owner of the registration 
must file an affidavit or declaration of continued use or excusable 
nonuse, or the registration will be cancelled: 


(1)(i) For registrations issued under the Trademark Act of 1946, 
between the fifth and the sixth year after the date of registration; or 


(ii) For registrations issued under prior Acts, between the fifth and 
the sixth year after the date of publication under section 12(c) of 
the Act; and 


(2) For all registrations, within the year before the end of every 
ten-year period after the date of registration. 


(3) The affidavit or declaration may be filed within a grace period 
of six months after the end of the deadline set forth in paragraphs 
(a)(1) and (a)(2), with payment of the grace period surcharge 
required by section 8(c)(1) of the Act and §2.6. 


(b) For the requirements for the affidavit or declaration, see 
§2.161. 


41. Revise §2.161 to read as follows: 


§2.161 Requirements for a complete affidavit or declaration of 
continued use or excusable nonuse. A complete affidavit or 
declaration under section 8 of the Act must: 


(a) Be filed by the owner within the period set forth in section 8 of 
the Act; 


(b) Include a statement that is signed and verified (sworn to) or 
supported by a declaration under §2.20 by a person properly 
authorized to sign on behalf of the owner, attesting to the 
continued use or excusable nonuse of the mark within the period 
set forth in section 8 of the Act. A person who is properly 
authorized to sign on behalf ofthe owner includes a person with 
legal authority to bind the owner and/or a person with firsthand 
knowledge and actual or implied authority to act on behalf of the 
owner. 


(c) Include the registration number; 


(d)(1) Include the fee required by §2.6 for each class of goods or 
services that the affidavit or declaration covers; 


(2) If the affidavit or declaration is filed during the grace period 
under section 8(c)(1) of the Act, include the late fee per class 
required by §2.6; 


(3) If at least one fee is submitted for a multi-class registration, but 
the class(es) to which the fee(s) should be applied are not 
specified, the Office will issue a notice requiring either the 
submission of additional fee(s) or an indication of the class(es) to 
which the original fee(s) should be applied. Additional fee(s) may 
be submitted if the requirements of §2.164 are met. If the required 
fee(s) are not submitted and the class(es) to which the original 
fee(s) should be applied are not specified, the Office will presume 
that the fee(s) cover the classes in ascending order, beginning with 
the lowest numbered class; 


(e)(1) Specify the goods or services for which the mark is in use 
in commerce, and/or the goods or services for which excusable 
nonuse is claimed under §2.161(f)(2); 


(2) If the affidavit or declaration covers less than all the goods or 
services, or less than all the classes in the registration, specify the 
goods or services being deleted from the registration; 


(f)(1) State that the registered mark is in use in commerce on or in 
connection with the goods or services in the registration; or (2) If 
the registered mark is not in use in commerce on or in connection 
with all the goods or services in the registration, set forth the date 
when use of the mark in commerce stopped and the approximate 
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date when use is expected to resume; and recite facts to show that 
nonuse as to those goods or services is due to special circum- 
stances that excuse the nonuse and is not due to an intention to 
abandon the mark. If the facts recited are found insufficient, further 
evidence or explanation may be submitted, if the requirements of 
2.164 are met; 


(g) Include a specimen showing current use of the mark for each 
class of goods or services, unless excusable nonuse is claimed 
under §2.161(f)(2). The specimen must: 


(1) Show the mark as actually used on or in connection with the 
goods or in the sale or advertising of the services. A photocopy or 
other reproduction of the specimen showing the mark as actually 
used is acceptable. However, a photocopy that merely reproduces 
the registration certificate is not a proper specimen; 


(2) Be flat and no larger than 8 1/2 inches (21.6 cm.) wide by 11.69 
inches (29.7 cm.)long. If a specimen exceeds these size require- 
ments (a “bulky specimen“), the Office will create a facsimile of 
the specimen that meets the requirements of the rule (i.e., is flat 
and no larger than 8 1/2 inches (21.6 cm.) wide by 11.69 inches 
(29.7 cm.) long) and put it in the file wrapper; 


(h) If the registrant is not domiciled in the United States, the 
registrant must list the name and address of a United States 
resident upon whom notices or process in proceedings affecting the 
registration may be served. 


42. Revise §2.162 to read as follows: 
§2.162 Notice to registrant. 


When a certificate of registration is originally issued, the Office 
includes a notice of the requirement for filing the affidavit or 
declaration of use or excusable nonuse under section 8 of the Act. 
However the affidavit or declaration must be filed within the time 
period required by section 8 of the Act even if this notice is not 
received. 


43. Revise §2.163 to read as follows: 
§2.163 Acknowledgment of receipt of affidavit or declaration. 


The Office will issue a notice as to whether an affidavit or 
declaration is acceptable, or the reasons for refusal. 


(a) If the owner of the registration filed the affidavit or declaration 
within the time periods set forth in section 8 of the Act, 
deficiencies may be corrected if the requirements of §2.164 are 
met. 


(b) A response to the refusal must be filed within six months of the 
mailing date of the Office action, or before the end of the filing 
period set forth in section 8(a) or section 8(b) of the Act, 
whichever is later. If no response is filed within this time period, 
the registration will be cancelled. 


44. Add §2.164 to read as follows: 
§2.164 Correcting deficiencies in affidavit or declaration. 


(a) If the owner of the registration files an affidavit or declaration 
within the time periods set forth in section 8 of the Act, 
deficiencies may be corrected, as follows: 


(1) Correcting deficiencies in affidavits or declarations timely filed 
within the periods set forth in sections 8(a) and 8(b) of the Act. If 
the owner timely files the affidavit or declaration within the 
relevant filing period set forth in section 8(a) or section 8(b) of the 
Act, deficiencies may be corrected before the end of this filing 
period without paying a deficiency surcharge. Deficiencies may be 
corrected after the end of this filing period with payment of the 
deficiency surcharge required by section 8(c)(2) of the Act and 


§2.6. 


(2) Correcting deficiencies in affidavits or declarations filed during 
the grace period. If the affidavit or declaration is filed during the 
six-month grace period provided by section 8(c)(1) of the Act, 
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deficiencies may be corrected before the expiration of the grace 
period without paying a deficiency surcharge. Deficiencies may be 
corrected after the expiration of the grace period with payment of 
the deficiency surcharge required by section 8(c)(2) of the Act and 
§2.6. 


(b) If the affidavit or declaration is not filed within the time periods 
set forth in section 8 of the Act, or if it is filed within that period 
by someone other than the owner, the registration will be can- 
celled. These deficiencies cannot be cured. 


45. Revise §2.165 to read as follows: 
§2.165 Petition to Commissioner to review refusal. 


(a) A response to the examiner’s initial refusal to accept an 
affidavit or declarationis required before filing a petition to the 
Commissioner, unless the examiner directs otherwise. See 
§2.163(b) for the deadline for responding to an examiner’s Office 
action. 


(b) If the examiner maintains the refusal of the affidavit or 
declaration, a petition to the Commissioner to review the action 
may be filed. The petition must be filed within six months of the 
mailing date of the action maintaining the refusal, or the Office 
will cancel the registration and issue a notice of the cancellation. 


(c) A decision by the Commissioner is necessary before filing an 
appeal or commencing a civil action in any court. 


46. Revise §2.166 to read as follows: 


§2.166 Affidavit of continued use or excusable nonuse com- 
bined with renewal application. 


An affidavit or declaration under section 8 of the Act and a renewal 
application under section 9 of the Act may be combined into a 
single document, provided that the document meets the require- 
ments of both sections 8 and 9 of the Act. 


47. Amend §2.167 by revising paragraph (c) to read as follows: 
§2.167 Affidavit or declaration under section 15. 


REKEE 


(c) Recite the goods or services stated in the registration on or in 
connection with which the mark has been in continuous use in 
commerce for a period of five years after the date of registration or 
date of publication under section 12(c) of the Act, and is still in use 
in commerce; 


EEKE 


48. Revise §2.168 to read as follows: 


§2.168 Affidavit or declaration under section 15 combined with 
affidavit or declaration under section 8, or with renewal 
application. 


(a) The affidavit or declaration filed under section 15 of the Act 
may also be used as the affidavit or declaration required by section 
8, if the affidavit or declaration meets the requirements of both 
sections 8 and 15. 


(b) The affidavit or declaration filed under section 15 of the Act 
may be combined with an application for renewal of a registration 
under section 9 of the Act, if the requirements of both sections 9 
and 15 are met. 


49. Amend §2.173 by revising the heading and paragraph (a) to 
read as follows: 


§2.173 Amendment of registration. 


(a) The registrant may apply to amend the registration or to 
disclaim part of the mark in the registration. A written request 
specifying the amendment or disclaimer must be submitted. The 
request must be signed by the registrant and verified or supported 
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by a declaration under §2.20, and accompanied by the required fee. 
If the amendment involves a change in the mark, a new specimen 
showing the mark as used on or in connection with the goods or 
services, and a new drawing of the amended mark, must be 
submitted. The certificate of registration or, if the certificate is lost 
or destroyed, a certified copy of the certificate, must also be 
submitted. The registration as amended must still contain regis- 
trable matter, and the mark as amended must be registrable as a 
whole. An amendment or disclaimer must not materially alter the 
character of the mark. 


KKKKK 


50. Amend §2.181 by revising paragraph (a)(1) to read as follows: 
§2.181 Term of original registrations and renewals. 


(a)(1) Subject to the provisions of section 8 of the Act requiring an 
affidavit or declaration of continued use or excusable nonuse, 
registrations issued or renewed under the Act, prior to November 
16, 1989, whether on the Principal Register or on the Supplemen- 
tal Register, remain in force for twenty years from their date of 
issue or expiration, and may be renewed for periods of ten years 
from the expiring period unless previously cancelled or surren- 
dered. 


KKK 
51. Revise §2.182 to read as follows: 


§2.182 Time for filing renewal application. 


An application for renewal must be filed within one year before the 
expiration date of the registration, or within the six-month grace 
period after the expiration date of the registration. If no renewal 
application is filed within this period, the registration will expire. 


52. Revise §2.183 to read as follows: 
§2.183 Requirements for a complete renewal application. 
A complete renewal application must include: 


(a) A request for renewal of the registration, signed by the 
registrant or the registrant’s representative; 


(b) The fee required by §2.6 for each class; 


(c) The additional fee required by §2.6 for each class if the renewal 
application is filed during the six-month grace period set forth in 
section 9(a) of the Act; 


(d) If the registrant is not domiciled in the United States, the name 
and address of a United States resident on whom notices or process 
in proceedings affecting the registration may be served; and 


(e) If the renewal application covers less than all the goods or 
services in the registration, a list of the particular goods or services 
to be renewed. 


(f) If at least one fee is submitted for a multi-class registration, but 
the class(es) to which the fee(s) should be applied are not 
specified, the Office will issue a notice requiring either the 
submission of additional fee(s) or an indication of the class(es) to 
which the original fee(s) should be applied. Additional fee(s) may 
be submitted if the requirements of §2.185 are met. If the required 
fee(s) are not submitted and the class(es) to which the original 
fee(s) should be applied are not specified, the Office will presume 
that the fee(s) cover the classes in ascending order, beginning with 
the lowest numbered class. 


53. Revise §2.184 to read as follows: 
§2.184 Refusal of renewal. 


(a) If the renewal application is not acceptable, the Office will 
issue a notice stating the reason(s) for refusal. 
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(b) A response to the refusal of renewal must be filed within six 
months of the mailing date of the Office action, or before the 
expiration date of the registration, whichever is later, or the 
registration will expire. 


(c) If the renewal application is not filed within the time periods set 
forth in §9(a) of the Act, the registration will expire. 


54. Add §2.185 to read as follows: 
§2.185 Correcting deficiencies in renewal application. 


(a) If the renewal application is filed within the time periods set 
forth in section 9(a) of the Act, deficiencies may be corrected, as 
follows: 


(1) Correcting deficiencies in renewal applications filed within one 
year before the expiration date of the registration. If the renewal 
application is filed within one year before the expiration date of the 
registration, deficiencies may be corrected before the expiration 
date of the registration without paying a deficiency surcharge. 
Deficiencies may be corrected after the expiration date of the 
registration with payment of the deficiency surcharge required by 
section 9(a) of the Act and §2.6. 


(2) Correcting deficiencies in renewal applications filed during the 
grace period. If the renewal application is filed during the 
six-month grace period, deficiencies may be corrected before the 
expiration of the grace period without paying a deficiency sur- 
charge. Deficiencies may be corrected after the expiration of the 
grace period with payment of the deficiency surcharge required by 
section 9(a) of the Act and §2.6. 


(b) If the renewal application is not filed within the time periods 
set forth in section 9(a) of the Act, the registration will expire. This 
deficiency cannot be cured. 


55. Add §2.186 to read as follows: 
§2.186 Petition to Commissioner to review refusal of renewal. 


(a) A response to the examiner’s initial refusal of the renewal 
application is required before filing a petition to the Commis- 
sioner, unless the examiner directs otherwise. See §2.184(b) for the 
deadline for responding to an examiner’s Office action. 


(b) If the examiner maintains the refusal of the renewal applica- 
tion, a petition to the Commissioner to review the refusal may be 
filed. The petition must be filed within six months of the mailing 
date of the Office action maintaining the refusal, or the renewal 
application will be abandoned and the registration will expire. 


(c) A decision by the Commissioner is necessary before filing an 
appeal orcommencing a civil action in any court. 


PART 3 - ASSIGNMENT, RECORDING AND RIGHTS OF 
ASSIGNEE 


56. The authority citation for part 3 continues to read as follows: 
authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 
56a. Revise §3.16 to read as follows: 


§3.16 Assignability of trademarks prior to filing of an allega- 
tion of use statement. 


Before an allegation of use under either 15 U.S.C. 1051(c) or 15 
U.S.C. 1051(d) is filed, an applicant may only assign an applica- 
tion to register a mark under 15 U.S.C. 1051(b) to a successor to 
the applicant’s business, or portion of the business to which the 
mark pertains, if that business is ongoing and existing. 


57. Amend §3.24 by revising the heading to read as follows: 


§3.24 Requirements for documents and cover sheets relating to 
patents and patent applications. 


HREKE 
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58. Add §3.25 to read as follows: 


§3.25 Recording requirements for trademark applications and 
registrations. 


(a) Documents affecting title. To record documents affecting title, 
a legible cover sheet (see 3.31) and one of the following must be 
submitted: 


(1) The original document; 
(2) A copy of the document; 


(3) A copy of an extract from the document evidencing the effect 
on title; or 


(4) A statement signed by both the party conveying the interest and 
the party receiving the interest explaining how the conveyance 
affects title. 


(b) Name changes. Only a legible cover sheet is required (See 
§3.31). 


(c) All documents. All documents submitted to the Office should 
be on white and non-shiny paper that is no larger than 8 1/2 x 14 
inches (21.6 x 33.1 cm.) with a one-inch (2.5 cm) margin on all 
sides. Only one side of each page should be used. 


59. Revise §3.28 to read as follows: 
§3.28 Requests for recording. 


Each document submitted to the Office for recording must include 
at least one cover sheet as specified in §3.31 referring either to 
those patent applications and patents, or to those trademark 
applications and registrations, against which the document is to be 
recorded. If a document to be recorded includes interests in, or 
transactions involving, both patents and trademarks, separate 
patent and trademark cover sheets should be submitted. Only one 
set of documents and cover sheets to be recorded should be filed. 
If a document to be recorded is not accompanied by a completed 
cover sheet, the document and the incomplete cover sheet will be 
returned pursuant to §3.51 for proper completion. The document 
and a completed cover sheet should be resubmitted. 


60. Amend §3.31 by revising paragraphs (a) and (b) and by adding 
paragraphs (d) and (e) to read as follows: 


§3.31 Cover sheet content. 


(a) Each patent or trademark cover sheet required by §3.28 must 
contain: 


(1) The name of the party conveying the interest; 


(2) The name and address of the party receiving the interest; 


(3) A description of the interest conveyed or transaction to be 
recorded; 


(4) Identification of the interests involved: 


(i) For trademark assignments and trademark name changes: Each 
trademark registration number and each trademark application 
number, if known, against which the Office is to record the 
document. If the trademark application number is not known, a 
copy of the application or a reproduction of the trademark must be 
submitted, along with an estimate of the date that the Office 
received the application; or 


(ii) For any other document affecting title to a trademark or patent 
application, registration or patent: Each trademark or patent 
application number or each trademark registration number or 
patent against which the document is to be recorded; 


(5) The name and address of the party to whom correspondence 
concerning the request to record the document should be mailed; 


(6) The date the document was executed; 
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(7) An indication that the assignee of a trademark application or 
registration who is not domiciled in the United States has 
designated a domestic representative (see §3.61); and 


(8) The signature of the party submitting the document. 


(b) A cover sheet should not refer to both patents and trademarks, 
since any information, including information about pending patent 
applications, submitted with a request for recordation of a docu- 
ment against a trademark application or trademark registration will 
become public record upon recordation. 


KEKE 


(d) Each trademark cover sheet required by §3.28 seeking to 
record a document against a trademark application or registration 
should include, in addition to the serial number or registration 
number of the trademark, identification of the trademark or a 
description of the trademark, against which the Office is to record 
the document. 


(e) Each patent and trademark cover sheet required by §3.28 
should contain the number of applications, patents or registrations 
identified in the cover sheet and the total fee. 


PART 6 - CLASSIFICATION OF GOODS AND SERVICES 
UNDER THE TRADEMARK ACT 


61. The authority citation for part 6 continues to read as follows: 


authority: 15 U.S.C. 1112, 1123; 35 U.S.C. 6, unless otherwise 
noted. 


62. Revise 6.1 to read as follows: 
§6.1 International schedule of classes of goods and services. 
GOODS 


1. Chemicals used in industry, science and photography, as well as 
in agriculture, horticulture and forestry; unprocessed artificial 
resins; unprocessed plastics; manures; fire extinguishing compo- 
sitions; tempering and soldering preparations; chemical substances 
for preserving foodstuffs; tanning substances; adhesives used in 
industry. 


2. Paints, varnishes, lacquers; preservatives against rust and 
against deterioration of wood; colorants; mordants; raw natural 
resins; metals in foil and powder form for painters, decorators, 
printers and mists. 


3. Bleaching preparations and other substances for laundry use; 
cleaning, polishing, scouring and abrasive preparations; soaps; 
perfumery, essential oils, cosmetics, hair lotions; dentifrices. 


4. Industrial oils and greases; lubricants; dust absorbing, wetting 
and binding compositions; fuels (including motor spirit) and 
illuminants; candles, wicks. 


5. Pharmaceutical, veterinary, and sanitary preparations; dietetic 
substances adapted for medical use, food for babies; plasters, 
materials for dressings; material for stopping teeth, dental wax; 
disinfectants; preparations for destroying vermin; fungicides, her- 
bicides. 


6. Common metals and their alloys; metal building materials; 
transportable buildings of metal; materials of metal for railway 
tracks; nonelectric cables and wires of common metal; ironmon- 
gery, small items of metal hardware; pipes and tubes of metal; 
safes; goods of common metal not included in other classes; ores. 


7. Machines and machine tools; motors and engines (except for 
land vehicles); machine coupling and transmission components 
(except for land vehicles); agricultural implements other than 
hand-operated; incubators for eggs. 


8. Hand tools and implements (hand-operated); cutlery; side arms; 
razors. 
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9. Scientific, nautical, surveying, electric, photographic, cinemato- 
graphic, optical, weighing, measuring, signalling, checking (super- 
vision), life-saving and teaching apparatus and instruments; appa- 
ratus for recording, transmission or reproduction of sound or 
images; magnetic data carriers, recording discs; automatic vending 
machines and mechanisms for coin operated apparatus; cash 
registers, calculating machines, data processing equipment and 
computers; fire extinguishing apparatus. 


10. Surgical, medical, dental, and veterinary apparatus and instru- 
ments, artificial limbs, eyes, and teeth; orthopedic articles; suture 
materials. 


11. Apparatus for lighting, heating, steam generating, cooking, 
refrigerating, drying, ventilating, water supply, and sanitary pur- 
poses. 


12. Vehicles; apparatus for locomotion by land, air, or water. 
13. Firearms; ammunition and projectiles; explosives; fireworks. 


14. Precious metals and their alloys and goods in precious metals 
or coated therewith, not included in other classes; jewelry, precious 
stones; horological and chronometric instruments. 


15. Musical instruments. 


16. Paper, cardboard and goods made from these materials, not 
included in other classes; printed matter; bookbinding material; 
photographs; stationery; adhesives for stationery or household 
purposes; artists’ materials; paint brushes; typewriters and office 
requisites (except furniture); instructional and teaching material 
(except apparatus); plastic materials for packaging (not included in 
other classes); playing cards; printers’ type; printing blocks. 


17. Rubber, gutta-percha, gum, asbestos, mica and goods made 
from these materials and not included in other classes; plastics in 
extruded form for use in manufacture; packing, stopping and 
insulating materials; flexible pipes, not of metal. 


18. Leather and imitations of leather, and goods made of these 
materials and not included in other classes; animal skins, hides; 
trunks and travelling bags; umbrellas, parasols and walking sticks; 
whips, harness and saddlery. 


19. Building materials (non-metallic); nonmetallic rigid pipes for 
building; asphalt, pitch and bitumen; nonmetallic transportable 
buildings; monuments, not of metal. 


20. Furniture, mirrors, picture frames; goods (not included in other 
classes) of wood, cork, reed, cane, wicker, horn, bone, ivory, 
whalebone, shell, amber, mother-of-pearl, meerschaum and sub- 
stitutes for all these materials, or of plastics. 


21. Household or kitchen utensils and containers (not of precious 
metal or coated therewith); combs and sponges; brushes (except 
paint brushes); brush-making materials; articles for cleaning pur- 
poses; steel-wool; unworked or semi-worked glass (except glass 
used in building); glassware, porcelain and earthenware not 
included in other classes. 


22. Ropes, string, nets, tents, awnings, tarpaulins, sails, sacks and 
bags (not included in other classes); padding and stuffing materials 
(except of rubber or plastics); raw fibrous textile materials. 

23. Yarns and threads, for textile use. 


24. Textiles and textile goods, not included in other classes; beds 
and table covers. 


25. Clothing, footwear, headgear. 


26. Lace and embroidery, ribbons and braid; buttons, hooks and 
eyes, pins and needles; artificial flowers. 


27. Carpets, rugs, mats and matting, linoleum and other materials 
for covering existing floors; wall hangings (non-textile). 
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28. Games and playthings; gymnastic and sporting articles not 
included in other classes; decorations for Christmas trees. 


29. Meat, fish, poultry and game; meat extracts; preserved, dried 
and cooked fruits and vegetables; jellies, jams, fruit sauces; eggs, 
milk and milk products; edible oils and fats. 


30. Coffee, tea, cocoa, sugar, rice, tapioca, sago, artificial coffee; 
flour and preparations made from cereals, bread, pastry and 
confectionery, ices; honey, treacle; yeast, baking powder; salt, 
mustard; vinegar, sauces (condiments); spices; ice. 


31. Agricultural, horticultural and forestry products and grains not 
included in other classes; live animals; fresh fruits and vegetables; 
seeds, natural plants and flowers; foodstuffs for animals; malt. 
32. Beers; mineral and aerated waters and other nonalcoholic 
drinks; fruit drinks and fruit juices; syrups and other preparations 
for making beverages. 
3. Alcoholic beverages (except beers). 
34. Tobacco; smokers’ articles; matches. 
SERVICES 
. Advertising; business management; business administration; 
office functions. 
. Insurance; financial affairs; monetary affairs; real estate affairs. 
. Building construction; repair; installation services. 
38. Telecommunications. 
39. Transport; packaging and storage of goods; travel arrangement. 


40. Treatment of materials. 


41. Education; providing of training; entertainment; sporting and 
cultural activities. 


42. Providing of food and drink; temporary accommodation; 
medical, hygienic and beautv care; veterinary and agricultural 
services; legal services; scientific and industrial research; com- 
puter programming; services that cannot be classified in other 

classes. 
May 3, 1999 Q. TODD DICKINSON 
Acting Assistant Secretary of 
Commerce andActing Commissioner of 
Patents and Trademarks 
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(293) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 


RIN 0651-AB02 


Official Insignia of Native American Tribes; 
Statutorily Required Study 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice of hearings. 


SUMMARY: Public Law 105-330 requires that the Patent and 
Trademark Office (PTO) study a variety of issues surrounding 
trademark protection for the official insignia of federally and/or 
State recognized Native American Tribes. This notice invites 
interested members of the public to testify at hearings on any of 
the topics outlined below. 
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DATES: Public hearings will be held on the following dates: July 
8, 1999; July 12, 1999; and July 15, 1999. The July 8, 1999 
hearing will start at 10:00 a.m. and end no later than 5:00 p.m. The 
July 12, 1999 and July 15, 1999 hearings will start at 9:00 a.m. and 
end no later than 5:00 p.m. 


Those wishing to present oral testimony at any of the hearings 
must request an opportunity to do so no later than July 2, 1999. 


The transcripts from each public hearing will be available for 
public inspection on or about August 10, 1999. 


ADDRESSES: The July 8, 1999 hearing will be held in the 
“Silver and Turquoise Room” of the Indian Pueblo Cultural 
Center, located at 2401 12th N.W., Albuquerque, New Mexico. 
The July 12, 1999 hearing will be held at the San Francisco Public 
Library, Koret Auditorium, Civic Center, located at 100 Larkin 
Street, San Francisco, California. The July 15, 1999 hearing will 
be held in the Commissioner’s Conference Room, located in 
Crystal Park Two, Room 912, 2121 Crystal Drive, Arlington, 
Virginia. 


Those interested in testifying on the topics presented below in 
the Supplementary Information section, or on any other related 
topics, should send their requests to the attention of Eleanor K. 
Meltzer, Attorney-Advisor, Office of Legislative and International 
Affairs, U.S. Patent and Trademark Office, 2121 Crystal Drive, 
Suite 902, Arlington, VA 22202. 


Public Law 105-330 may be viewed via the Library of Congress 
website at: www.thomas.loc.gov. 


FOR FURTHER INFORMATION CONTACT: Eleanor K. 
Meltzer by telephone: 703-306-2960; by — e-mail: 
eleanor.meltzer@uspto.gov; or by facsimile transmission: 703- 
305-8885. 


SUPPLEMENTARY INFORMATION: 
I. Background 


On October 30, 1998, President Clinton signed Public Law 
105-330. Title III of this law requires the PTO to study how official 
insignia of Native American Tribes may better be protected under 
trademark law. The new law requires that the PTO complete the 
study and submit a report to the chairman of the Committee on the 
Judiciary of the Senate and to the chairman of the Committee on 
the Judiciary of the House of Representatives not later than 
September 30, 1999. The final study must address a variety of 
issues, including the impact of any changes on the international 
legal obligations of the United States, the definition of “official 
insignia” of a federally and/or State recognized Native American 
Tribe, and the administrative feasibility, including the cost, of 
changing current law or policy in light of any recommendations. 


On December 29, 1998, a Federal Register notice was published 
(63 FR 71619) requesting comments on how best to conduct the 
study, where public hearings should be held, and who should be 
consulted during the study process. A follow-up Federal Register 
notice was published on March 16, 1999 (64 FR 13004) requesting 
public comments on the issues identified below. 


II. Issues 


The PTO is interested in the public’s views concerning all 
aspects of trademark protection for the official insignia of Native 
American Tribes, including the following issues. These issues 
should form the basis for testimony at the public hearings. 


(1) The Definition of “Official Insignia” 


For example, how should the PTO define “official insignia” of a 
federally or state recognized Native American Tribe? 


(2) Establishing and Maintaining a List of Official Insignia 
For example, how might the PTO establish a list of the official 


insignia of federally and/or state recognized Native American 
Tribes? How might the PTO maintain such a list? 
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(3) Impact of Changes In Current Law or Policy 


For example, how might any change in law or policy with respect 
to prohibiting the Federal registration of trademarks identical to 
the official insignia of Native American Tribes, or of prohibiting 
any new use of the official insignia of Native American Tribes, 
affect Native American Tribes? How might such changes affect 
trademark owners? How might such changes affect the Patent and 
Trademark Office? How would such changes affect any other 
interested party? What impact might any such changes have on the 
international legal obligations of the United States? 


(4) Impact of Prohibition on Federal Registration and New Uses of 
Official Insignia 


For example, how might prohibiting Federal registration of trade- 
marks identical to the official insignia of Native American Tribes 
affect any/all of the above-mentioned entities? How might prohib- 
iting any new use of the official insignia of Native American Tribes 
affect any/all of the above-mentioned entities? What effect might 
such prohibitions have on the international legal obligations of the 
United States? What defenses, including fair use, might be raised 
against any claims of infringement? 


(5) Administrative Feasibility 


For example, what might be the administrative feasibility, includ- 
ing the cost, of changing the current law or policy to prohibit the 
registration? What might be the administrative feasibility, includ- 
ing the cost, of prohibiting any new uses of the official insignia of 
State or federally recognized Native American Tribes? What might 
be the administrative feasibility, including the cost, of otherwise 
providing additional protection to the official insignia of federally 
and State recognized Native American Tribes? 


(6) Timing of Changes in Protection 


For example, should changes in the scope of protection for official 
tribal insignia be offered prospectively? Retrospectively? What 
might be the impact of such protection (e.g., the cost to business 
and the public if applied retroactively)? 


(7) Statutory Changes 


What statutory changes might be necessary in order to provide 
such protection? 


(8) Other Relevant Factors 


What other factors, not mentioned above, might be relevant to this 
issue? 


II. Guidelines for Oral Testimony 


Individuals who wish to testify must adhere to the following 
guidelines, which will ensure that the PTO is able to contact 
speakers regarding any schedule changes: 


1. Anyone wishing to testify at the hearing(s) must request an 
opportunity to do so no later than July 2, 1999. Requests to testify 
may be accepted on the date of each hearing if sufficient time is 
available on the schedule. No one will be permitted to testify 
without prior approval. 


2. Requests to testify must include: the speaker’s name, affili- 
ation and title, mailing address, and telephone number. Facsimile 
number and Internet mail address, if available, should also be 
provided. Parties may include in their request an indication as to 
whether they wish to testify during the morning or afternoon 
session of the hearing(s). 


3. Depending on the number of persons who wish to make 
presentations, speakers will be given between five and fifteen 
minutes to present their remarks. The exact amount of time 
allocated per speaker will be set after the final number of parties 
testifying has been determined. 


4. Speakers should provide a written copy of their testimony for 
inclusion in the record of the proceedings. 
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5. A schedule providing the approximate starting time for each 
speaker will be distributed in the morning of the day of each 
hearing. Speakers are advised that the schedule for testimony will 
be subject to change during the course of the hearings. 


Information that is provided pursuant to this notice will be made 
part of a public record and may be available via the Internet. In 
view of this, parties should not submit information that they do not 
wish to be publicly disclosed or made electronically accessible. 
Parties who would like to rely on confidential information to 
illustrate a point are requested to summarize or otherwise submit 

the information in a way that will permit its public disclosure. 
May 28, 1999 Q. TODD DICKINSON 
Acting Assistant Secretary of 
Commerce andActing Commissioner of 
Patents and Trademarks 


[1223 TMOG 129] 





DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 1, 2, 3 and 6 
[Docket No. 900401084-9227-02] 
RIN 0651-AB00 


Trademark Law Treaty Implementation Act Changes 
AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Final rule. 
SUMMARY: The Patent and Trademark Office (Office) is amend- 
ing its rules to implement the Trademark Law Treaty Implemen- 
tation Act of 1998 (TLTIA), Pub. L. No. 105-330, 112 Stat. 3064 
(15 U.S.C. 1051), and to otherwise simplify and clarify procedures 
for registering trademarks, and for maintaining and renewing 
trademark registrations. TLTIA implements the Trademark Law 
Treaty (TLT). 
TLTIA was enacted October 30, 1998. Title I of TLTIA, which 
contains the provisions that implement the treaty, will become 
effective October 30, 1999. 
DATES: 
Effective Date: October 30, 1999 


Applicability Dates: See Supplementary Information 


FOR FURTHER INFORMATION CONTACT: Mary Hannon, 
Office of Assistant Commissioner for Trademarks, by telephone at 
(703) 308-8910, extension 137; by facsimile transmission ad- 
dressed to her at (703) 308-9395; or by mail marked to her 
attention and addressed to Assistant Commissioner for Trade- 
marks, 2900 Crystal Drive, Arlington, Virginia 22202-3513. 


SUPPLEMENTARY INFORMATION: 


Pending Applications for Registration: The TLTIA amendments to 
the Act, and these rule changes, shall apply to any application for 
registration of a trademark pending on, or filed on or after, October 
30, 1999. 


Informal Applications: Application papers filed before October 30, 
1999, but not reviewed by the Office for compliance with 
minimum filing requirements until after October 30, 1999, will be 
required to meet the minimum filing requirements (§ 2.21) in effect 
as of the date of filing. If the application fails to meet the minimum 
filing requirements in effect on the date of filing, but meets the 
minimum filing requirements in effect on the date the papers are 
reviewed, the application will be assigned a filing date of October 
30, 1999. 
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Petitions to Revive: Petitions to revive pending on October 30, 
1999, will be reviewed under the unintentional delay standard. See 
the discussion below of the changes to §2.66. 


Post Registration: The revised provisions of §§ 8 and 9 of the Act, 
and these amendments to the rules, apply only to affidavits and 
renewal applications filed on or after October 30, 1999. The old 
law applies to affidavits and renewal applications filed before 
October 30, 1999, even if the sixth or tenth anniversary, or the 
expiration date of the registration is on or after October 30, 1999. 
This is true even for affidavits and renewal applications that are 
filed before, but examined after, October 30, 1999. 


The revised provisions of §9 of the Act do not apply to applica- 
tions for renewal of registrations that expire before October 30, 
1999, even if the applications are examined after October 30, 
1999. For example, if a registration expires on October 29, 1999, 
the registrant may file a renewal application within the three- 
month grace period provided under the old law. The new six- 
month grace period does not apply to registrations with expiration 
dates prior to October 30, 1999. 


Likewise, the new law does not apply to a §8 affidavit due before 
October 30, 1999, even if the affidavit is not examined until after 
October 30, 1999. For example, if a registration issued on October 
29, 1993, the registrant must meet the statutory requirements of § 
8 of the Act on or before October 29, 1999. The registrant cannot 
take advantage of the six-month grace period, or the deficiency 
period, provided under the new law. The revised provisions of § 8 
of the Trademark Act, 15 U.S.C. 1058, and these rule changes, 
apply to the filing of an affidavit of continued use or excusable 
nonuse under § 8 of the Act if: (1) the sixth or tenth anniversary of 
registration, or the sixth anniversary of publication under § 12(c) 
of the Act, is on or after October 30, 1999; and (2) the affidavit is 
filed on or after October 30, 1999. However, the provisions of § 
8(a)(3) of the Act, requiring the filing of a § 8 affidavit at the end 
of each successive ten-year period after registration, do not apply 
to a registration issued or renewed for a twenty-year term (i.e., a 
registration issued or renewed before November 16, 1989) until a 
renewal application is due. 


A Notice of Proposed Rulemaking was published in the Federal 
Register (64 FR 25223) on May 11, 1999, and in the Official 
Gazette of the Patent and Trademark Office (1223 TMOG 41) on 
June 8, 1999. A public hearing was held on June 10, 1999. 


Written comments were submitted by two organizations, two law 
firms, and five trademark attorneys. Three organizations and one 
attorney testified at the oral hearing. 


References below to “the Act,” “the Trademark Act” or “the 
statute” refer to the Trademark Act of 1946, as amended, 15 U.S.C. 
1051 et seq. “TMEP” is the Trademark M ! of Examining 
Procedure (2nd ed., Rev. 1.1, August 1997). 





Application Filing Dates 


TLTIA § 103 adds §§ 1(a)(4) and 1(b)(4) of the Act to give the 
Office authority to establish and change filing date requirements. 
The Office is amending § 2.21 to require the following elements 
for receipt of a filing date: (1) the name of the applicant; (2) a name 
and address for correspondence; (3) a clear drawing of the mark; 
(4) a list of the goods or services; and (5) the filing fee for at least 
one class of goods or services. 


Comment: One comment stated that the proposed requirement in § 
2.21(a)(3) for a “clear drawing of the mark” was confusing, and 
that it could impose a hardship on some applicants, e.g., where the 
attorney’s only copy of the drawing is a fax received from a 
foreign client. 


Response: The requirement for a “clear drawing of the mark” is 
intended to be more lenient than the current requirement for a 
drawing “substantially meeting all the requirements of § 2.52.” A 
clear drawing of the mark is essential, so that the application can 
be properly examined, and so that the public will have adequate 
notice of the mark. The following elements will no longer be 
required for receipt of a filing date: a certified copy of the foreign 
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registration in a § 44(e) application; an allegation of the appli- 
cant’s use or bona fide intention to use the mark in commerce; a 
specimen and date of first use in commerce in a § 1(a) application; 
a stated filing basis; and a signature. These elements will instead 
be required during examination. 


Comment: One comment stated that while a filing date should not 
be denied if the application does not include a filing basis, the basis 
should be made of record as soon as possible. 


Response: The Office expects that most applicants will state the 
filing basis in the original application. If the application does not 
include the filing basis, this information will be required in the first 
Office action. 


Bulky Specimens 


Amended § 2.56(d)(1) requires that specimens be flat and no larger 
than 8 1/2 inches (21.6 cm.) wide by 11.69 inches (29.7 cm.) long. 
This is consistent with current § 2.56.Section 2.56(d)(2) is added, 
stating that if an applicant submits a specimen that exceeds the size 
requirement (a “bulky specimen”), the Office will create a fac- 
simile of the specimen that meets the requirements of the rule (i.e., 
is flat and no larger than 8 1/2 inches (21.6 cm.) wide by 11.69 
inches (29.7 cm.) long), insert it in the application file wrapper, 
and destroy the original bulky specimen. 


Currently, when an applicant submits a specimen that does not 
meet the requirements of § 2.56 (i.e., is not flat, exceeds the size 
limitation, etc.), the Office retains the specimen even though it is 
impossible to attach it to the application file wrapper. This requires 
substantial special handling because the Office must store and 
track the specimens separately from the application file wrappers. 
Because the number of newly filed applications has increased from 
approximately 83,000 to over 233,000 per year over the past ten 
years, and the number of pending applications has increased from 
less than 100,000 to over 350,000 in the same period, it has 
become increasingly difficult to ensure that the bulky specimens 
follow the application files. As the number of applications has 
increased, bulky materials submitted as specimens have also 
increased, requiring an increased use of limited resources to handle 
the bulky materials. Further, because specimens of this nature are 
often misplaced or lost during examination processing, the Office 
must then require new specimens, slowing examination and 
inconveniencing applicants. 


Because the requirement for flat specimens can be easily satisfied 
through the use of photographs, photocopies, or other means of 
reproduction, the Office will no longer retain bulky materials 
submitted as specimens. In very limited circumstances, the Office 
will continue to accept specimens consisting of videotapes, audio- 
tapes, CDs, computer diskettes, and similar materials where there 
are no non-bulky alternatives, and the submission is the only 
means available for showing use of the mark. 


Comment: One comment supported the proposed procedure for 
creating facsimiles of bulky specimens. Another comment sup- 
ported the proposed procedure, provided that the Office makes 
copies of the front, back, and all portions of the specimens. 


Response: The Office will attempt to capture the mark as used on 
the specimen, but may not copy all portions of the bulky 
specimens. If an additional specimen is needed, the examining 
attorney will require a substitute specimen that meets the size 
requirements of the rules. 


Number of Specimens Required 


The Office is amending §§ 2.56(a), 2.76(b)(2), 2.86(b), and 
2.88(b)(2) to require one rather than three specimens with an 
application under § | of the Act, or an amendment to allege use or 
statement of use of a mark in an application under 1(b) of the Act. 
The Office previously required three specimens so that an inter- 
ested party, such as a potential opposer, could permanently remove 
a specimen from an application file, yet not leave the file without 
specimens. TMEP § 905.01. However, multiple copies of speci- 
mens are no longer necessary because the public may make 
photocopies of a single specimen. 
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Comment: Three comments opposed the proposed requirement for 
only one specimen, stating that if only one specimen is required, 
and that specimen is lost, the file will be left with no specimen; that 
multiple specimens enable interested third parties to obtain an 
original without having to contact the applicant directly; and that 
current photocopying technology does not adequately reproduce 
color, small details, tones, low-contrast images, or highly ornate/ 
intricate or densely worded specimens. 


Response: The Office does not permit the removal of other 
documents from application files and will no longer permit 
specimens to be removed from files. Prohibiting the removal of 
specimens will ensure that there is a complete record of the 
submissions made by the applicant. Where removal is permitted, a 
third party could mistakenly remove a unique specimen, thinking 
it is merely a duplicate. This would leave the application file 
incomplete. 


Currently, 10% of new applications for registration are filed 
electronically, and the Office expects this number to increase 
dramatically in the near future. Only one specimen is required with 
an electronically filed application, and it is submitted as a digitized 
image (§ 2.56(d)(4)). Considering the increasing number of 
electronic filings and the move in the future to a paperless Office, 
the Office believes that three specimens are unnecessary. 


Comment: One comment stated that it generally supports the 
proposed requirement for only one specimen, but noted that there 
will be a greater urgency for the Office to ensure that the single 
specimen is always available for public inspection. 


Response: As noted above, the Office will no longer permit 
specimens to be removed from files. The Office now microfilms all 
incoming applications, so that a record of the specimen is available 
to the public if it is lost. In the near future, the Office will be 
scanning all incoming applications and allegations of use and will 
have an electronic image of any specimen that is lost. 


Comment: One comment asked whether more than one specimen 
may be submitted. 


Response: Yes, while only one specimen will be required, a party 
may choose to file more than one specimen. Multiple specimens 
will be retained in the file as long as they do not exceed the size 
limitations of § 2.56(d)(1). 


Persons Who May Sign 


Currently, §§ 1(a)(1)(A) and 1(b)(1)(A) of the Act require that an 
application by a juristic applicant be signed “by a member of the 
firm or an officer of the corporation or association applying.” 
TLTIA § 103 amends § § 1(a) and 1(b) of the Act to eliminate the 
specification of the appropriate person to sign on behalf of an 
applicant. 


The applicant or registrant, and the applicant’s or registrant's 
attorney, are best able to determine who should sign documents 
filed in the Office. Therefore, the Office will no longer question the 
authority of the person who signs a verification, or a renewal 
application, unless there is an inconsistency in the record as to the 
signatory’s authority to sign. 


Proposed § 2.33(a) stated that a person properly authorized to sign 
on behalf of the applicant “includes a person with legal authority 
to bind the applicant and/or a person with firsthand knowledge and 
actual or implied authority to act on behalf of the applicant.” 


Comment: One comment suggested that § 2.33(a) be amended to 
state that a person who is properly authorized to sign on behalf of 
the applicant includes: (1) a person with legal authority to bind the 
applicant, (2) a person with firsthand knowledge of the facts 
asserted, and actual or implied authority to act on behalf of the 
applicant, and (3) an attorney as defined in 10.1(c) of this chapter 
who has an actual or implied, written or verbal power of attorney 
from the applicant, provided that the Office may require written 
confirmation of such power of attorney subsequent to the filing of 
the verified statement. 
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Response: The suggestion has been adopted, but modified slightly. 
The Office will not require written confirmation of a power of 
attorney, but will accept the attorney’s word that he or she is 
authorized to sign on behalf of the applicant. 


Comment: One comment suggested that “and/or” be changed to 
“or.” 


Response: The suggestion has been adopted. 


Comment: One comment suggested that “implied authority” be 
changed to “apparent authority.” 


Response: The suggestion has not been adopted. The Office 
believes that the “implied authority” standard is broad enough to 
cover most circumstances and to allow applicants flexibility in 
determining who can sign verifications. 


Comment: Four comments requested clarification as to whether 
attorneys can sign on behalf of clients, and whether any special 
power of attorney is needed. 


Response: Sections 2.33(a) and 2.161(b) have been amended to 
provide for signature of verifications by attorneys. No special 
power of attorney will be required. 


Renewal applications may also be signed by attorneys. Verification 
of renewal applications is no longer required. Section 2.183(a) 
requires that the renewal application be executed by “the registrant 
or the registrant’s representative.” 


Filing by Owner 
Although TLTIA amends the statute to 


eliminate the specification of the proper party to sign on behalf of 
an applicant or registrant, the statute still requires that the owner of 
the mark file an application for registration, amendment to allege 
use, statement of use, request for extension of time to file a 
statement of use, and § 8 affidavit. See §§ 1(a)(1), 1(b)(1), 1(d)(1), 
1(d)(2), and 8(b) of the Act. 


TLTIA § 105 amends § 8 of the Act to require that the owner of the 
mark file an affidavit of continued use or excusable nonuse within 
the time period set forth in § 8(a) of the Act. 


The legislative history states: 


Throughout the revised section 8, the term “registrant” has been 
replaced by the term “owner.” The practice at the Patent and 
Trademark Office has been to require that the current owner of 
the registration file all the post-registration affidavits needed to 
maintain a registration. The current owner of the registration 
must aver to actual knowledge of the use of the mark in the 
subject registration. However, the definition of “registrant” in 
section 45 of the Act states that the “terms ‘applicant’ and 
‘registrant’ embrace the legal representatives, predecessors, 
successors and assigns of each applicant and registrant.” There- 
fore, use of the term “registrant” in section 8 of the Act would 
imply that any legal representative, predecessor, successor or 
assign of the registrant could successfully file the affidavits 
required by sections 8 and 9. To correct this situation, and to 
keep with the general principal [sic], as set out in section 1, that 
the owner is the proper person to prosecute an application, 
section 8 has been amended to state that the owner must file the 
affidavits required by the section. 


H.R. Rep. No. 194, 105th Cong., Ist Sess. 18-19 (1997). 


Therefore, the Office is amending §§ 2.163(a) and 2.164(b) to 
make it clear that filing by the owner is a minimum requirement 
that cannot be cured after expiration of the filing period set forth 
in § 8 of the Act. 


Under §§ 1(a) and 1(b) of the Act, an application for registration 
of a mark must also be filed by the owner. Therefore, new 2.71(d) 
states that although a mistake in setting out the applicant’s name 
can be corrected, the application cannot be amended to set forth a 
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different entity as the applicant; and that an application is void if 
it is filed in the name of an entity that did not own the mark as of 
the filing date of the application. This codifies current practice. 
TMEP § 802.07. Huang v. Tzu Wei Chen Food Co. Ltd., 7 
USPQ2d 1335 (Fed. Cir. 1988) (application filed in name of 
individual two days after mark was acquired by newly formed 
corporation held void); Accu Personnel Inc. v. Accustaff Inc., 38 
USPQ2d 1443 (TTAB 1996) (application filed in name of entity 
that did not yet exist not void); In re Tong Yang Cement Corp., 19 
USPQ2d 1689 (TTAB 1991) (application filed by joint venturer 
void where mark owned by joint venture); U.S. Pioneer Electron- 
ics Corp. v. Evans Marketing, Inc., 183 USPQ 613 (Comm’r Pats. 
1974) (misidentification of applicant’s name may be corrected). 


The Office is also amending §§ 2.88(e)(3), 2.89(a)(3), and 
2.89(b)(3) to state that if a statement of use or request for an 
extension of time to file a statement of use is unsigned or signed 
by the wrong party, a substitute verification must be submitted 
before the expiration of the statutory period for filing the statement 
of use. This is consistent with current practice. See TMEP §§ 
1105.05(f)(i)(A) and 1105.05(d). Sections 1(d)(1) and (2) of the 
Act require verification by the owner within the statutory period 
for filing the statement of use. Therefore, the Office cannot extend 
or waive the deadline for filing the verification. In re Kinsman, 33 
USPQ2d 1057 (Comm’r Pats. 1993). 


Material Alteration 


The Federal Circuit held in In re ECCS, 94 F.3d 1578, 39 USPQ2d 
2001 (Fed. Cir. 1996) that an applicant may amend an application 
based on use to correct an “internal inconsistency” in the original 
application. Id. at 1581, 39 USPQ2d at 2004. An application is 
“internally inconsistent” if the mark on the drawing does not agree 
with the mark on the specimens filed with the application. Id. As 
a result, the Office has been accepting all amendments to drawings 
in use-based applications if there is an inconsistency in the initial 
application. 


However, the Office does not believe that it is in the public interest 
to accept amendments that materially alter the mark on the original 
drawing. When the Office receives a new application, the mark on 
the drawing is promptly filed in the Trademark Search Library and 
entered into the Office’s electronic and administrative systems. 
Because the granting of a filing date to an application potentially 
establishes a date of constructive use of the mark under § 7(c) of 
the Act, timely and accurate public notification of the filing of 
applications is important. Accepting an amendment that materially 
alters the mark on the original drawing is unfair to third parties 
who search Office records between the application filing date and 
the date of the amendment, because they do not have accurate 
information about earlier-filed applications. Relying on the search 
of Office records, a third party may innocently begin using a mark 
that conflicts with the amended mark, but not with the original 
mark. Also, an examining attorney may approve a later-filed 
application for registration of a mark that conflicts with the 
amended mark, but not with the original mark. Therefore, the 
Office is amending 2.72 to prohibit amendments that materially 
alter the mark on the original drawing. 


Comments: One law firm opposed any amendment of § 2.72, 
stating that the decisions in ECCS and In re Dekra, 44 USPQ2d 
1693 (TTAB 1997) established a fair compromise between the 
rights of the applicant and the rights of third parties. One 
organization stated that minor changes like the change permitted in 
ECCS should be allowed, but that it “does not endorse the type of 
substantial change to a drawing permitted in Dekra,” and ex- 
pressed concern that the amendment to § 2.72 could lead to a more 
stringent standard for determining material alteration than the 
standard set forth in ECCS. The comment further noted that the 
standard for determining whether the mark in the drawing agrees 
with the mark in the foreign registration in a § 44 application is 
stricter than the standard used to determine whether specimens 
support use of a mark in an application under § | of the Trademark 
Act, and suggested that if a uniform standard for determining 
material alteration is adopted, the more liberal standard applied to 
§ 1(a) or § 1(b) applications should be used. 
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Response: ECCS held that under current § 2.72(b), the specimens 
filed with the original application in a use-based application must 
be considered in determining what mark the applicant seeks to 
register. However, the court specifically noted that seven decisions 
cited in the ECCS decision were not affected: “We have carefully 
examined all . . . [seven] cases and find that none has any bearing 
on the situation before us in which an original application is 
internally inconsistent as to what the mark is, the specimen 
displaying one mark and the drawing a slightly different mark . . 
. .” Id. at 1581, 39 USPQ2d at 2004 (emphasis added). ECCS 
specifically cited In re Abolio y Rubio S.A.C.I. y G., 24 USPQ2d 
1152 (TTAB 1992) and In re Meditech Int’] Corp., 25 USPQ2d 
1159 (TTAB 1990). ECCS at 1581, 39 USPQ2d at 2004. Abolio y 
Rubio involved an application based on a foreign registration (15 
U.S.C. 1026(e)) in which the drawing omitted the design shown in 
the foreign registration submitted with the application. Meditech 
concerned a use-based application in which the drawing contained 
the typed words “DESIGN OF A BLUE STAR” while the 
specimens showed a design of twenty blue stars without the words 
shown in the drawing. In both of these cases, the applicants were 
not permitted to amend their drawings. Subsequently, the Federal 
Circuit in In re Hacot-Colombier, affirmed the Board’s refusal to 
permit an applicant to amend its drawing in an application based 
on a foreign-filed application, 15 U.S.C. 1126(d).105 F.3d 616, 41 
USPQ2d 1523 (Fed. Cir. 1997). Citing Abolio y Rubio with 
approval, the Court gave deference to the agency’s interpretation 
that §2.72 includes both a prohibition against material alterations 
and a requirement that any alteration conform to the mark in the 
foreign registration. Id. at 619, 41 USPQ2d at 1526. The present 
amendment to § 2.72 is not intended to change the standard for 
determining what constitutes a material alteration as discussed in 
the Board cases cited in ECCS, or in Hacot-Colombier. 


Color Drawings 


Section 2.52 is amended to delete the color lining chart currently 
in § 2.52(e). 


Comment: One comment asked whether the Office would accept 
drawings in actual color. 


Response: The Office will no longer deny an application a filing 
date if the mark is depicted in color. However, the Office does not 
yet have the technology to scan marks in color, and the marks will 
be uploaded into the Office’s automated systems in black and 
white. 


Comment: One comment asked whether marks would be published 
in the Official Gazette and issued in color. 


Response: The Office will not publish and issue marks in color on 
October 30, 1999. However, the Office anticipates publishing and 
issuing marks in color in the future. 


Comment: Two comments requested that color photocopiers be 
made available to the public. 


Response: Color photocopiers are very expensive and will not be 
available to the public on October 30, 1999. The Office is looking 
into purchasing a color copier for use by the public, for a fee, and 
will make it available as soon as possible. 


Comment: One comment suggested that the Office should permit 
the use of lining or stippling to indicate color on a drawing, at least 
until an alternative method of indicating color gains wide accep- 
tance. 


Response: There will be a transition period in which the Office will 
continue to publish and register marks that contain the color 
linings currently in § 2.52(e). An Official Gazette notice will 
advise when color lining is no longer acceptable. 


Comment: One comment noted that proposed § 2.52(a)(2)(i) 
referred to color lining, while the color lining chart was deleted 
from § 2.52(e). 


Response: The reference to color lining has been deleted from § 
2.52(a)(2 (i). 
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Comment: One comment suggested that the Office clarify what is 
a sufficient description and location of color applied to a mark. 


Response: The application must include a clear and specific 
description of the mark, identifying the mark as consisting of the 
particular color as applied to the goods or services. If the color is 
applied only to a portion of the goods, the description must 
indicate the specific portion. Similarly, if the mark includes 
gradations of color, the description should so indicate. The Office 
will issue an examination guide giving further guidance as to how 
it will process color drawings. 


Comment: One comment suggested that the Office accept color 
photographs to describe the color claimed in a mark. 


Response: In addition to a written description of a mark, the Office 
will accept color photographs for the record to describe the color 
claimed in a mark. 


Comment: Two comments suggested that applicants should have 
the option to identify color using a generally accepted color 
identification system. 


Response: The Office does not endorse any one commercial color 
identification system.However, in addition to a written description 
of the color contained in a mark, an applicant may refer to a 
commercial color identification system to describe color. 


Revival of Abandoned Applications 


Effective October 30, 1999, §§ 1(d)(4) and 12(b) of the Act, and § 
2.66 permit the revival of an abandoned application where the 
delay in responding to an Office action or notice of allowance is 
“unintentional.” A showing of “unavoidable” delay is no longer 
required. All petitions to revive pending on or filed on or after 
October 30, 1999, will be reviewed under the unintentional delay 
standard. 


Under § 2.66(a), the applicant must file a petition to revive (1) 
within two months of the mailing date of the notice of abandon- 
ment; or (2) within two months of actual knowledge of the 
abandonment, if the applicant did not receive the notice of 
abandonment, and the applicant was diligent in checking the status 
of the application. These deadlines will be strictly enforced. 


The written statement that the delay was unintentional must be 
signed by someone with firsthand knowledge of the facts, but it 
need not be verified or supported by a declaration under s 2.20. 


It is not necessary to explain the circumstances that caused the 
unintentional delay. The Office will generally not question the 
applicant’s assertion that the delay in responding to an Office 
action or notice of allowance was unintentional, and will grant the 
petition, unless there is information in the record indicating that 
the delay was in fact intentional. 


See the discussion below of the amendments to 2.66 for further 
information on the requirements for filing a petition to revive. 


Comment: One comment suggested that § 2.66(a)(1) and (2) be 
amended to provide for filing a petition to revive within two 
months of “the mailing date of an adverse decision on a Request 
For Reinstatement,” so as to avoid a disincentive for filing requests 
for reinstatement. 


Response: The suggestion has not been adopted because it is 
unnecessary. When the Office denies a request for reinstatement, 
the Office routinely gives the applicant an opportunity to pay the 
petition fee and convert the request for reinstatement into a 
petition to revive. 


Comment: One comment suggested that § 2.66(a) be amended to 
provide for the filing of a petition to revive where the applicant did 
not timely respond to “a decision on the petition (other than a 
petition to revive under this rule),” because “[t}here may be 
instances where a decision on petition is misdirected by the U.S. 
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Postal Service and results in the abandonment of the application. 
For example, consider a petition for an extension of time to 
commence judicial review under 37 CFR 2.145(e).” 


Response: The suggestion has not been adopted. Sections 1(d)(1) 
and 12(b) of the Act, 15 U.S.C. 1051(d)(1) and 1062(b), provide 
for revival of an abandoned application based on a showing of 
unintentional delay only where there is a delay in responding to an 
Office action or filing a statement of use or request for an extension 
of time to file a statement of use. In the example provided, the 
remedy is found in § 2.145(e)(2), which provides that the 
Commissioner may extend the time for filing an appeal or 
commencing a civil action “upon written request after the expira- 
tion of the period for filing an appeal or commencing a civil action 
upon a showing that the failure to act was the result of excusable 
neglect.” In other situations, the remedy is to file a petition to the 
Commissioner under 2.146(a)(5), under which the Commissioner 
may waive any provision of the rules that is not a provision of the 
statute, where an extraordinary situation exists, justice requires, 
and no other party is injured thereby. 


Due Diligence 


Sections 2.66(a)(2) and 2.146(i) are amended to indicate that 
where a petitioner seeks to reactivate an application or registration 
that was abandoned or cancelled due to the alleged loss or 
mishandling of papers mailed to or from the Office, the petition 
will be denied if the petitioner was not diligent in checking the 
status of the application or registration. This codifies the long- 
standing past practice of the Office. TMEP §§ 413, 1112.05(b)(ii), 
and 1704. To be considered diligent, the petitioner must check the 
status of the application or registration that is the subject of the 
petition within one year of the last filing or receipt of a notice from 
the Office for which further action by the Office is expected. 


The Office now denies petitions when the petitioner waits too long 
before checking the status of an application or registration. The 
rationale is that granting the petition would be unfair to third 
parties who may have searched Office records and relied to their 
detriment on information that an application was abandoned or 
that a registration had expired or been cancelled. A third party may 
have diligently searched Office records and begun using a mark 
because the search showed no earlier-filed conflicting marks, or an 
examining attorney may have searched Office records and ap- 
proved a later-filed application for a conflicting mark. 


A party can check the status through the Trademark Status Line 
((703) 305-8747) or through the Trademark Applications and 
Registrations Retrieval (TARR) database on the Office’s World 
Wide Web site at hitp://www.uspto.gov/go/tarr/. Written status 
inquiries are discouraged. 


Comment: One comment suggested that the one-year due diligence 
standard be expressly incorporated into §§ 2.66(a)(2) and 2.146(i). 


Response: The suggestion has been adopted. 


Comment: One comment requested guidance as to how one proves 
that he or she has been diligent in monitoring the status of a 
pending matter. 


Response: A party may call the Status Line, or access status 
information through the World Wide Web, and make a notation in 
the party’s own file noting the date of the status inquiry, and the 
substance of the information learned. If it is ever necessary to 
petition for corrective action, the dates and substance of the status 
inquiries should be summarized in the petition. No further docu- 
mentation is necessary. 


Comment: One comment objected to the requirement that petition- 
ers be diligent in monitoring the status of pending matters, noting 
that docketing a one-year status check every time a paper is filed 
or received results in a maze of confusing entries in docketing 
systems that makes it difficult to tell which dates have been 
superseded. 
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Response: To protect the interests of third parties and to maintain 
the integrity of the register, the Office believes that requests to 
reactivate abandoned applications or cancelled registrations must 
be made within a reasonable time; the Office does not believe that 
requiring a status check once per year is unreasonable. Therefore, 
the Office will continue its long-standing practice of denying 
petitions to revive under § 2.66 and petitions to the Commissioner 
under § 2.146 if the petitioner has waited too long before 
investigating the problem. 


Amendment of Basis After Publication 


Proposed § 2.35(b) prohibited an amendment to add or substitute 
a basis after publication. 


Comments: Four comments opposed the proposed prohibition 
against amending the basis after publication, and one comment 
supported the proposal. 


Response: Because of the arguments submitted by the opponents 
of the proposed rule prohibiting amendment of the basis after 
publication, the Office is withdrawing the proposal. Section 
2.35(b) is instead amended to incorporate current practice, i.e., to 
State that an application that is not the subject of an inter partes 
proceeding before the Trademark Trial and Appeal Board may be 
amended to add or substitute a basis after publication, if the 
applicant files a petition to the Commissioner; and that republica- 
tion will always be required. TMEP § 1006.04. An application that 
is the subject of an inter partes proceeding before the Trademark 
Trial and Appeal Board is governed by § 2.133(a). 


Specification of Type of Commerce No Longer Required 


The Office will no longer require a specification of the type of 
commerce in which a mark is used in an application for registra- 
tion based on use in commerce under § 1(a) of the Act, allegation 
of use in an application based on § 1(b) of the Act, affidavit of 
continued use under § 8 of the Act (§ 8 affidavit), or affidavit of 
incontestability under § 15 of the Act (§ 15 affidavit). 


The Office proposed to eliminate the requirements that 8 and § 15 
affidavits specify the type of commerce in which the mark is used, 
currently required by §§ 2.162(e) and 2.167(c). Sections 8 and 15 
of the Act do not require that the affidavits list the type of 
commerce. Because the definition of “commerce” in § 45 of the 
Act is “all commerce which may lawfully be regulated by 
Congress,” the Office will presume that a registrant who states that 
the mark is in use in commerce is stating that the mark is in use in 
a type of commerce that Congress can regulate. 


Comment: No comments opposed the proposed deletion of the 
requirement that § 8 and § 15 affidavits specify the type of 
commerce. One comment suggested that §§ 2.33(b)(1), 
2.34(a)(1 (iii), 2.76(b)(1 (ii), and 2.88(b)(1)(ii) be amended to 
require an allegation that the mark is in “use in commerce that can 
be regulated by the Congress of the United States of America,” 
rather than a specification of the type of commerce in which the 
mark is used, in an application for registration or allegation of use. 


Response: The suggestion has been adopted, but modified slightly. 
Sections I(a), l(c), and 1(d) of the Act do not require that an 
applicant specify the type of commerce in which the mark is used 
in an application or allegation of use. Sections 2.33(b)(1). 
2.34(a)(1 (iii), 2.76(b)(1 (ii), and 2.88(b)(1)(ii) are amended to 
delete the requirement that the applicant specify the type of 
commerce in which the mark is used. The Office will not require 
that the applicant specifically state that the mark is in use in 
commerce that the United States Congress can regulate. Instead, 
the Office will presume that an applicant who states that the mark 
is in use in commerce is stating that the mark is in use in a type of 
commerce that Congress can regulate. 


Statement of Method of Use or Intended Use of Marks No 
Longer Required 


The rules no longer require a statement of the applicant’s method 
or intended method of use of a mark, because §§ 1a), 1(b), and 
1(d) of the Act have been amended to omit these requirements. 
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Post Registration 


TLTIA §§ 105 and 106 amend:(1) §§ 8 of the Act, 15 U.S.C. 1058, 
to add a requirement for filing an affidavit or declaration{(009a}xn 
of continued use or excusable nonuse in the year before the end of 
every ten-year period after the date of registration; and (2) § 9 of 
the Act, 15 U.S.C. 1059, to delete the requirement for a declaration 
of continued use or excusable nonuse in a renewal application. 
Thus, every tenth year, the owner of a registration must file both a 
§ 8 affidavit and a renewal application. 


The statutory filing periods for the ten-year 8 affidavits are the 
same as the statutory filing periods for renewal applications. The 
Office will create a combined “Section 8 and 9” form to make it 
easy to make both filings in a single document. In substance, the 
requirements of the combined filing under amended §§ 8 and 9 of 
the Act will be the same as the requirements for renewal under 
current law. 


A § 8 affidavit between the fifth and sixth year after the date of 
registration is also required. This is consistent with current law. No 
renewal application is required during the sixth year. 


TLTIA §§ 105 and 106 amend §§ 8 and 9 of the Act to permit filing 
within a six-month grace period after the deadline set forth in the 
statute, with an additional surcharge. The surcharge for filing a § 
8 affidavit or § 9 renewal application during the grace period is 
$100 per class. If a combined filing under §§ 8 and 9 of the Act is 
filed during the grace period, two grace period surcharges must be 
included for each class, one for the § 8 affidavit and another for the 
§ 9 renewal application. 


TLTIA §§ 105 and 106 also amend §§ 8(c)(2) and 9(a) of the Act 
to allow for the correction of most deficiencies after the deadline 
set forth in the statute, with payment of an additional surcharge. 
The surcharge for correcting a deficiency in a 8 affidavit or a § 9 
renewal application is $100. Only a single deficiency surcharge 
will be required for correcting deficiencies in a combined § 8 and 


9 filing, even if both the § 8 affidavit and the renewal application 
are deficient. 


Comment: One comment requested clarification as to how the 
deficiency and grace period fees would be applied to § 8 affidavits 
and renewal applications pending before or around the date of 
implementation. 


Response: The new fees do not apply to § 8 affidavits and renewal 
applications filed before October 30, 1999. The revised provisions 
of §§ 8 and 9 of the Act, and these amendments to the rules, apply 
only to affidavits and renewal applications filed on or after October 
30, 1999. The old law, and the old fees, apply to affidavits and 
renewal applications filed before October 30, 1999, even if the 
sixth or tenth anniversary, or the expiration date, of the registration 
is on or after October 30, 1999. This is true even for affidavits and 
renewal applications that are filed before, but examined after, 
October 30, 1999. See the discussion under the heading “Dates/ 
Applicability Dates,” supra, for further information about the 
effective date of TLTIA and this final rule. 


Comment: One comment suggested that it would be unfair to 
charge the deficiency surcharge if large backlogs prevent exami- 
nation in a timely manner. 


Response: Ultimately, it is the registrant who is responsible for 
filing documents that meet the requirements of the Act and the 
rules. The surcharges required by §§ 8(c)(2) and 9(a) of the Act 
will be charged regardless of whether there are backlogs in 
examination. Under current law, statutory requirements must be 
met before the end of the filing period set forth in the Act, or the 
registration will be cancelled. The new law provides a benefit to 
registrants because it permits correction of most statutory deficien- 
cies after the expiration of the statutory filing period, albeit for an 
additional fee. To avoid deficiency fees, registrants are encouraged 
to file § 8 affidavits and renewal applications early in the statutory 
period. Under both §§ 8 and 9 of the Act, there is a one-year period 
in which a § 8 affidavit or renewal application can be filed, plus an 
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additional six-month grace period. Section 8 affidavits are now 
examined within six months of filing, and renewal applications are 
examined less than two months after filing. 


Comment: One comment stated that it would be unfair to charge a 
deficiency surcharge if the information needed to cure defects is 
within the control of the PTO, e.g., an assignment or change of 
name waiting to be recorded. 


Response: If the party who filed was the owner of the registration 
at the time of filing, there will be no deficiency surcharge for 
recording documents or submitting other evidence of ownership, 
before or after the expiration of the filing periods set forth in the 
Act. 


Comment: One comment asked why there was a surcharge for 
correcting deficiencies in a 8 affidavit, but not for a 15 affidavit. 


Response:d Section 8(c)(2) of the Act requires a surcharge for 
correcting deficiencies after expiration of the deadline set forth in 
§ 8 of the Act, while § 15 of the Act does not require a deficiency 
surcharge. There is no statutory cutoff date for filing a § 15 
affidavit. Amendments or corrections to 15 affidavits are not 
accepted, but substitute affidavits may be filed. TMEP § 1604.03. 


Comment: The Office had proposed decreasing the renewal fee 
from $300 to $200 per class, and increasing the filing fees for § 8 
and § 15 affidavits from $100 to $200 per class. Two comments 
objected to the proposed increase in filing fees for § 8 and § 15 
affidavits. 


Response: The Office is withdrawing these proposals at this time. 


Comment: One comment suggested that the automated records of 
the Office should specify which affidavits had been filed under § 8 
of the Act, e.g., “first § 8 affidavit,” “second § 8 affidavit,” etc. 


Response: The Office’s automated records will identify a § 8 
affidavit as “Section 8 (6-year)” or “Section 8 (10-year).” Further 
information may be obtained from the Status Line at (703) 
305-8747, or from the Trademark Applications and Registrations 
Retrieval (TARR) database on the Office’s World Wide Web site at 
http://www.uspto.gov/go/tarr/. The prosecution history will show 


the number of 8 affidavits that have been filed. 
Recording Assignments and Changes of Name 


Currently, the Office will record only an original document or a 
true copy of an original. TLTIA § 107 amends § 10 of the Act to 
allow recordation of a document that is not an original or a true 
copy. 


Comment: One comment suggested that § 3.25(a)(4) should be 
amended to delete the requirement for signature by the assignee 
when an assignment is supported by a statement explaining how 
the conveyance affects title. The comment noted that assignments 
signed only by the assignor have been routinely recorded for many 
years; that the rule as written would be a major change in policy; 
that the assignment of trademarks and the associated goodwill is 
regarded as a matter of state law, and signature by the assignee is 
not required by the law of a number of states; and that the proposed 
rule would seek to impose by Federal law an additional require- 
ment in a transaction that is clearly covered by state law, and raises 
a question as to whether there is Federal authority for doing so. 


Response: The suggestion has not been adopted. Section 3.25(a) 
sets forth a number of types of underlying documents one can 
submit to the Office to support a request to record an assignment. 
Section 3.25(a)(4) is not a requirement, but only one alternative 
available to a party seeking to record an assignment. Traditionally, 
the only document that the Office accepted to support a request to 
record an assignment was the original assignment document or a 
true copy of the original document. Amended § 3.25(a) provides a 
wider range of supporting documents. The Office will continue to 
accept an original assignment document, or a true copy of an 
original, that is signed only by the assignor. 
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Comment: One comment suggested that § 3.25(b) should be 
amended to continue the current requirement for an original or a 
true copy of an original with a request to record a change of name. 
The comment noted that it is generally easy to obtain a document 
reflecting a name change, and would therefore not be a significant 
burden to parties seeking to record assignments; and that the 
proposed rule requiring only a legible cover sheet would result in 
a burden to members of the public seeking to confirm the change 
in ownership. 


Response: The suggestion has not been adopted. The deletion of 
the requirement for an underlying document supporting a request 
to record a change of name was made because § 10 of the Act no 
longer requires an underlying document in a request to record a 
name change. 


Assignment of 1(b) Applications 


TLTIA § 107 amends § 10 of the Act to permit an assignment after 
the applicant files an amendment to allege use under l(c) of the 
Act. Currently, a § 1(b) application cannot be assigned until after 
the filing of a statement of use under § 1(d) of the Act, except to 
a successor to the applicant’s business, or the portion of the 
business to which the mark pertains. This amendment corrects an 
oversight in the Trademark Law Revision Act of 1988 (Title 1 of 
Pub. Law. No. 100-667, 102 Stat. 3935 (15 U.S.C. 1051)), which 
amended 10 of the Act to permit an assignment of a 1(b) 
application to someone other than a successor to the applicant's 
business only after the filing of a statement of use under § 1(d) of 
the Act. The substance of statements of use and amendments to 
allege use are the same, and the only difference is the time of filing, 
so there is no reason to treat them differently. 


Discussion of Specific Rules Changed or Added 


The Office is amending rules 1.1, 1.4, 1.5 

2.20, 2.21, 2.31, 2.32, 2.33, 2.34, 2.35, 2.37, 
2.52. 2.56, 2.57, 2.58, 2.59, 2.66, 2.71, 2.72, 2. 
2.101, 2.111, 2.146, 2.151, 2.155, 2.156, 2.16 
2.163, 2.164, 2.165, 2.166, 2.167, 2.168, 2.173, 


Section 1.1(a)(2) is amended to set forth all the addresses for filing 
trademark correspondence in one rule. 


Section 1.1(a)(2)(i) is amended to exempt papers filed electroni- 
cally from the requirement that correspondence be mailed to the 
street address of the Office. 


Section 1.1(a)(2)(v) is amended to state that an applicant may 
transmit an application for trademark registration electronically, 
but only if the applicant uses the Office’s electronic form. 


Section 1.4(a)(2) is amended to correct a cross-reference. 


Section 1.4(d)(1)(iii) is added to provide for signature of electroni- 
cally transmitted trademark filings, where permitted. 


Section 1.5(c) is amended to clarify the requirements for identi- 
fying trademark applications and registrations. 


Section 1.6(a) is amended to provide that the Office will consider 
trademark-related correspondence transmitted electronically to 
have been filed on the date of transmission, regardless of whether 
that date is a Saturday, Sunday, or Federal holiday within the 
District of Columbia. This is consistent with the treatment of 
correspondence filed as Express Mail with the United States Postal 
Service (USPS) under § 1.10. 


Comment: One comment suggested that § 1.6(a)(1) be amended to 
state that Express Mail deposited on a Saturday, Sunday, or Federal 
holiday will receive a filing date as of the date of deposit with the 
USPS. 


Response: The suggestion has not been adopted. Sections !.6(a)(2) 
and 1.10(a) already state that correspondence filed by Express 
Mail will be considered filed as of the date of deposit with USPS, 
and these sections do not limit the date of deposit as Express Mail 
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to a day that is not a weekend or Federal holiday. Therefore, it is 
not necessary to repeat this information in § 1.6(a)(1). The Office 
now stamps correspondence filed by Express Mail under § 1.10 
with the USPS “date in,“ regardless of whether that date is a 
Saturday, Sunday, or Federal holiday within the District of 
Columbia. TMEP § 702.02(f); MPEP § 513. 


The current text of § 1.23 is designated as paragraph (a), and 
amended to clarify that payment must be made in U.S. dollars, and 
in the form of a cashier’s or certified check, Treasury note, or 
USPS money order to be considered unconditional payment of a 
fee. As with current practice, payment of a fee by other forms (e.g., 
by personal or corporate check, or authorization to charge a credit 
card) is subject to actual collection of the fee. Section 1.23 is also 
amended to add a paragraph (b), providing that payments of 
money for fees in electronically filed trademark applications, or 
electronic submissions in trademark applications, may also be 
made by credit card. The Office previously limited fee payment by 
credit card to the fees required for information products, and will 
continue to accept payment of information product fees by credit 
card. 


Section 1.23(b) will also provide that payment of a fee by credit 
card must specify the amount to be charged and such other 
information as is necessary to process the charge, and is subject to 
collection of the fee. 


Section 1.23(b) will further provide that the Office will not accept 
a general authorization to charge fees to a credit card. The Office 
cannot accept an authorization to charge “all required fees” or “the 
filing fee” to a credit card, because the Office cannot determine 
with certainty the amount of an unspecified fee (the amount of the 
“required fee” or the applicable “filing fee”) within the time frame 
for reporting a charge to the credit card company. Also, the Office 
cannot accept charges to credit cards that require the use of a 
personal identification number (PIN) (e.g., certain debit cards or 
check cards). 


Section 1.23(b) also contains a warning that if credit card 
information is provided on a form or document other than a form 
provided by the Office for the payment of fees by credit card, the 
Office will not be liable if the credit card number is made public. 
The Office currently provides an electronic form for use when 
paying a fee in an electronically filed trademark application or 
electronic submission in a trademark application. This form will 
not be included in the records open to public inspection in the file 
of a trademark matter. However, the inclusion of credit card 
information on forms or documents other than the electronic form 
provided by the Office may result in the release of credit card 
information. 


Section 2.1 is amended to update a cross-reference. 


Section 2.6(a)(6) is amended to delete reference to the three-month 
renewal grace period. TLTIA changes the grace period to six 
months. 


Section 2.6(a)(14) is removed because it is unnecessary. The cost 
of a combined affidavit or declaration under §§ 8 and 15 of the Act 
is the sum of the cost of the individual filings. 


Section 2.6(a)(14) is added, requiring a $100 surcharge per class 
for filing a § 8 affidavit during the grace period. 


Section 2.6(a)(20) is added, requiring a $100 surcharge for 
correcting a deficiency in a § 8 affidavit. 


Section 2.6(a)(21) is added, requiring a $100 surcharge for 
correcting a deficiency in a renewal application. 


Section 2.17(c) is added, stating that to be recognized as a 
representative in a trademark case, an attorney as defined in 
10.1(c) may file a power of attorney, appear in person, or sign a 
paper that is filed with the Office on behalf of an applicant or 
registrant. This codifies current practice. 
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Section 2.17(d) is added, stating that someone may file a power of 
attorney that relates to more than one trademark application or 
registration, or to all existing and future applications and registra- 
tions; and that someone relying on such a power of attorney must: 
(1) include a copy of the previously filed power of attorney; or (2) 
refer to the previously filed power of attorney, specifying: the 
filing date; the application serial number, registration number, or 
inter partes proceeding number for which the original power of 
attorney was filed; and the name of the party who signed the power 
of attorney; or, if the application serial number is not known, 
submit a copy of the application or a copy of the mark, and specify 
the filing date. 


Comment: One comment requested clarification as to whether a 
“global” power of attorney will be effective for all registrations, 
including those that have no immediate deadline. 


Response: Yes, the power of attorney will be effective for 
registrations that have no immediate deadline. When the attorney 
later takes an action, such as filing an affidavit of continued use or 
a renewal application, he or she must comply with the require- 
ments of § 2.17(d) in order to rely on the power of attorney. 


Comment: One comment asked whether a global power of attorney 
will remain valid if the application for which the power was filed 
is abandoned. 


Response: Yes. The Office will maintain a record of the power of 
attorney, and the power will remain valid even if the original 
power was filed with an application that is later abandoned, or with 
a registration that is later cancelled. 


Comment: One comment suggested that the Office should require 
attorneys to set forth the jurisdiction in which they are admitted 
and their bar number in a power of attorney. 


Response: The suggestion has not been adopted, because the 
Office does not need this information to process applications and 
other documents. The purpose of TLT is to minimize the number 
of formal requirements for applications, powers of attorney and 
other documents, and to make the procedural requirements of the 
different national trademark offices more consistent. Instituting a 
new requirement that an attorney include the jurisdiction in which 
he or she is admitted and a bar number would not serve this 
purpose. 


Section 2.20 is revised to delete the requirement for a declaration 
by a “member of the firm or an officer of the corporation or 
association,” because this requirement has been deleted from §§ 
l(a) and 1(b) of the Act. 


Comment: One comment suggested that § 2.20 be amended to 
permit the use of the language of 28 U.S.C. 1746 in a declaration. 


Response: The suggestion has been adopted. Section § 2.20 is 
amended to permit the filing of a verification under 28 U.S.C. 1746 
in lieu of either an affidavit or a declaration under 2.20. This 
reflects current practice. TMEP § 803.02. 


Section 2.21 is revised to require the following minimum require- 
ments for receipt of an application filing date: (1) the name of the 
applicant; (2) a name and address for correspondence; (3) a clear 
drawing of the mark; (4) an identification of goods or services; and 
(5) the filing fee for at least one class of goods or services. See the 
discussion under the heading “Supplementary Information/Appli- 
cation Filing Dates,” supra. 


The following minimum requirements for receiving a filing date 
have been deleted:a stated basis for filing; a verification or 
declaration signed by the applicant; an allegation of use in 
commerce, specimen, and date of first use in commerce in an 
application under § 1(a) of the Act; an allegation of the applicant's 
bona fide intention to use the mark in commerce in an application 
under § 1(b) or § 44 of the Act; a claim of priority in an application 
under § 44(d) of the Act; and a certified copy of a foreign 
registration in an application under § 44(e) of the Act. A claim of 
priority under § 44(d) must be filed before the end of the priority 
period. All other elements must be provided during examination. 
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Section 2.21(a)(3) is amended to require a “clear drawing of the 
mark” rather than the drawing “substantially meeting all the 
requirements of § 2.52” that is now required.Section 2.21(b) is 
amended to state that the Office “may” rather than “will” return the 
papers and fees to the applicant when an application does not meet 
the minimum filing requirements. A new procedure is being 
considered under which the Office would retain applications that 
do not meet the minimum filing requirements. Applicants would 
have an opportunity to supply the missing element and receive a 
filing date as of the date the Office receives the missing element. 
Until a new policy is announced, the Office will continue to return 
the papers and fees to the applicant. 


Comment: One comment stated that it reserves judgment on the 
possible future change in procedures for handling informal appli- 
cations. 


Response: If the Office does decide to change procedures for 
handling informal applications, it will seek input from the public 
before instituting the changes. The center heading “THE WRIT- 
TEN APPLICATION” before § 2.31 is deleted because it is 
unnecessary. The heading “APPLICATION FOR REGISTRA- 
TION,” immediately before § 2.21, encompasses the rules that 
now fall under the heading “THE WRITTEN APPLICATION.” 


Section 2.31 is removed and reserved. The substance of the 
requirement that the application be in English has been moved to 
revised § 2.32(a). 


The heading of § 2.32 is changed to “Requirements for a complete 
application.” Revised § 2.32(a) lists the requirements for the 
written application, now listed in § 2.33(a)(1). Proposed § 
2.32(a)(3)(ii) required that a juristic applicant set forth the state or 
nation under the laws of which the applicant is organized. This is 
consistent with current § 2.33(a)(1)(ii). 


Comment: One comment suggested that “state or nation” in 
§ 2.32(ay(3)(ii) be changed to “jurisdiction (usually state or 
nation),” because juristic persons such as corporations may be 
incorporated under the law of a jurisdiction that is not a state or 
nation. 


Response: The suggestion has been adopted. 


Section 2.32(a)(6) requires a list of the goods or services on or in 
connection with which the applicant uses or intends to use the 
mark, and states that in an application filed under 44 of the Act, the 
scope of the goods or services covered by the section 44 basis may 
not exceed the scope of the goods or services in the foreign 
application or registration. 


Comment: One comment suggested that § 2.32(a)(6) be amended 
to state than an application may be filed under multiple bases, with 
some of the goods/services supported by only one of the bases. 


Response: The suggestion has not been adopted because it is 
unnecessary. Section 2.34(b)(1) clearly states that an applicant 
may claim more than one basis in a single application, and 
2.34(b)(2) indicates that the goods/services in such an application 
may be covered by different bases. 


The heading of § 2.33 is changed to “Verified statement.” 


Section 2.33(a) is amended to state that the application must 
include a statement that is signed and verified by a person properly 
authorized to sign on behalf of the applicant. Section 2.33(a) 
further states that a person who is properly authorized to sign on 
behalf of the applicant is: (1) a person with legal authority to bind 
the applicant; or (2) a person with firsthand knowledge of the facts 
and actual or implied authority to act on behalf of the applicant; or 
(3) an attorney as defined in 10.1(c) of this chapter who has an 
actual or implied written or verbal power of attorney from the 
applicant. See the discussion under the heading “Supplementary 
Information/Persons Who May Sign,” supra. 


The substance of current § 2.32(b) is moved to § 2.33(c). Revised 
§ 2.33 states that the Office may require a substitute verification of 
the applicant’s continued use or bona fide intention to use the mark 





Fesruary 20, 2001 


when the applicant does not file the verified statement within a 
reasonable time after the date it is signed. This codifies present 
practice. Section 2.32(b) now states only that a verification of the 
applicant’s continued use of the mark is required where the 
application is not filed within a reasonable time afier it is signed. 
However, the Office also requires verification of the applicant's 
continued bona fide intention to use the mark in commerce when 
a verification under § 1(b) or § 44 of the Act is not filed within a 
reasonable time after it is signed. TMEP § 803.04. 


Section 2.33(b)(1) is amended to delete the requirement that the 
applicant specify the type of commerce in which the mark is used. 
See the discussion under the heading “Supplementary Information/ 
Specification of Type of Commerce No Longer Required,” supra. 


Section 2.33(d) is added, stating that where an electronically 
transmitted filing is permitted, the person who signs the verified 
statement must either: (1) place a symbol comprised of numbers 
and/or letters between two forward slash marks in the signature 
block on the electronic document; and print, sign and date in 
permanent ink, and maintain a paper copy of the electronic 
submission; or (2) use some other form of electronic signature that 
the Commissioner may designate. 


Section 2.34 is added, setting forth the requirements for the four 
bases for filing. 


New § 2.34(a)(1) lists the requirements for an application under § 
i(a) of the Act, now listed in § 2.21(a)(5)(i), 2.33(a)(1)(iv), 
2.33(a)(1)(vii), 2.33(a)(2), and § 2.33(b)(1). Section 2.34(a)(2) 
lists the requirements for an application under § 1(b) of the Act, 
now listed in §§ 2.21(a)(5)(iv) and 2.33(a)(1 (iv). 


Section 2.34(a)(iii) is amended to delete the requirement that the 
applicant specify the type of commerce in which the mark is used. 
See the discussion under the heading “Supplementary Information/ 
Specification of Type of Commerce No Longer Required,” supra. 


Comment: One comment suggested that § 2.34(a)(1)(i), which 
pertains to applications based on use in commerce under § 1(a) of 
the Act, be amended to change “application filing date” to 
“application filing date (in the case of an application claiming 
priority under Section 44(d), such use in commerce shall be 
required as of the U.S. filing date not the filing date of the priority 
application),” to avoid any confusion, because in a § 44(d) 
application that claims priority, the effective filing date is the filing 
date of the foreign application. 


Response: The suggestion has not been adopted, because it is 
unnecessary, and could be confusing to domestic applicants who 
base their applications solely on use in commerce and are 
unfamiliar with the requirements of § 44(d). Under § 1.6, corre- 
spondence is stamped with the date of receipt in the Office, unless 
the correspondence is filed under § 1.10, which provides for the 
filing of papers and fees by Express Mail. The term “application 
filing date” is now commonly used to refer to the date the 
application is received in the Patent and Trademark Office, and the 
priority date in a § 44(d) application is referred to as the “effective 
filing date.” TMEP § 708.02. The Office knows of no instances in 
which a party whose application was based on both § 44(d) and 
l(a) mistakenly believed that the requirements for the 1(a) basis 
must be met as of the priority date. 


Section 2.34(a)(3) lists the requirements for an application under § 
44(e) of the Act, now listed im §§ 2.21(a)(S)(ii) and 
2.33(a)(1 (viii). Section 2.34(a)(3)(ii) requires a certified copy of a 
foreign registration. Currently, a § 44(e) applicant must submit a 
foreign certificate to receive a filing date. However, TLTIA § 108 
amends § 44(e) of the Act to delete the requirement that the 
application be “accompanied by” the foreign certificate. The Office 
will require that the applicant submit the certificate during exami- 
nation. 


New § 2.34(a)(3)(iii) is added, stating that if it appears that the 
foreign registration will expire before the mark in the United 
States application will register, the applicant must submit a 
certification from the foreign country’s trademark office, showing 
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that the registration has been renewed and will be in force at the 
time the United States registration will issue. This codifies current 
practice. TMEP § 1004.03. 


Comment: One comment suggested that the phrase “before the 
United States registration will issue,” be changed to “before the 
United States registration is expected to issue assuming no unusual 
delays,” because at the time of examination the exact date of issue 
is subject to wide variance. 


Response: The suggestion has not been adopted. Even if there is a 
delay in issuance of a registration in an application under § 44(e) 
of the Act, due to an opposition or for other reasons, the United 
States registration will not issue unless the foreign registration has 
been renewed and is in force. 


New § 2.34(a)(4) lists the requirements for an application under § 
44(d) of the Act, now listed in §§ 2.21(a)(5)(ili), 2.33(a)(1)(ix), 
and 2.39. Section 2.34(a)(4)(i) requires that a priority claim be 
filed within six months of the filing date of the foreign application. 
This is consistent with Articles 4(C)(1) and 4(D)(1) of the Paris 
Convention for the Protection of Industrial Property, as revised at 
Stockholm on July 14, 1967 (Paris Convention). 


New § 2.34(b)(1) states that an applicant may claim more than one 
basis, provided that the applicant meets the requirements for all 
bases claimed. This codifies current practice. Section 2.34(b)(1) 
also states that the applicant may not claim both §§ 1I(a) and 1(b) 
for the identical goods or services in one application. 


Revised § 2.34(b)(2) requires that the applicant specify which 
basis covers which goods or services when an applicant claims 
more than one basis. 


New § 2.34(c) sets forth the definition of “commerce,” currently 
found in § 2.33(a)(3). 


Section 2.37 is removed. 
Section 2.35 is redesignated as § 2.37. 
Section 2.35 is added: “Adding, deleting, or substituting bases.” 


New § 2.35(a) states that the applicant may add or substitute a 
basis for registration before publication, and that the applicant may 
delete a basis at any time. 


Section 2.35(b) is amended to state that an application may be 
amended to add or substitute a basis after publication, if the 
applicant files a petition to the Commissioner; and that republica- 
tion will always be required. This codifies current practice. TMEP 
§ 1006.04. See the discussion under “Supplementary Information/ 
Amendment of Basis After Publication,” supra. 


New 2.35(c) changes current practice to allow a § 44(d) applicant 
to retain the priority filing date when the applicant substitutes a 
new basis after the expiration of the six-month priority period. 
Currently, if an application is filed solely under § 44(d), and the 
applicant amends to substitute a different basis after the expiration 
of the six-month priority period, the effective filing date of the 
application becomes the date the applicant perfects the amendment 
claiming the new basis. TMEP § 1006.03. 


Comment: Proposed § 2.35(c) stated that when the applicant 
substitutes a basis, the Office will presume that the original basis 
was valid, unless there is contradictory evidence in the record. One 
comment questioned whether an application that was amended 
from § 1(a) to § 1(b) would be subject to attack on the ground that 
the original basis was invalid because there was no use as a mark. 


Response: A party who filed an application based on use in 
commerce, but later discovered that what he or she thought was 
appropriate trademark use was not in fact technical trademark use, 
clearly had a bona fide intention to use the mark in commerce as 
of the filing date. If the use basis is invalid, the applicant is entitled 
to retain the original filing date because the applicant had a bona 
fide intention to use the mark in commerce at all times. Section 
2.35(c) is therefore amended to delete the statement that the Office 
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will presume that the original basis was valid and substitute a 
statement that the Office will presume that there was a continuing 
valid basis, unless there is contradictory evidence in the record. 


New § 2.35(d) states that if an applicant properly claims a § 44(d) 
basis in addition to another basis, the applicant will retain the 
priority filing date under § 44(d) no matter which basis the 
applicant perfects. This codifies current practice. TMEP § 1006.01. 


New § 2.35(e) states that the applicant may add or substitute a § 
44(d) basis only within the six-month priority period following the 
filing date of the foreign application. This is consistent with 
current practice (TMEP § 1006.05), and with Articles 4(C)(1) and 
4(D)(1) of the Paris Convention. 


New 2.35(f) states that an applicant who adds a basis must state 
which basis covers which goods or services. 


New 2.35(g) states that if an applicant deletes a basis, the applicant 
must also delete any goods or services covered solely by the 
deleted basis. This codifies current practice. 


New 2.35(h) states that once an applicant claims a § 1(b) basis as 
to any or all of the goods or services, the applicant may not amend 
the application to seek registration under § 1(a) of the Act for those 
goods or services unless the applicant files an allegation of use 
under § I(c) or § 1(d) of the Act. 


Section 2.38(a) is amended to update a cross-reference. 


Section 2.39 is removed and reserved. The requirements for filing 
a priority claim under § 44(d) of the Act are moved to § 2.34(a)(4), 
discussed above. 


Sections 2.45(a) and (b) are revised to: (1) delete the requirement 
for a statement of the method or intended method of use in a 
certification mark application; and (2) require a copy of the 
standards that determine whether others may use the certification 
mark on their goods and/or in connection with their services. 
Sections 1(a) and 1(b) of the Act, as amended, no longer require a 
statement of the method or intended method of use of a mark. The 
requirement for a copy of the certification standards codifies 
current practice. TMEP § 1306.06(g)(ii). 


Sections 2.51(c) through (e) are removed. The substance of those 
rules is moved to new 2.52. 


Section 2.52(a) is revised to define the term “drawing,” to indicate 
that a drawing may only depict a single mark, and to define the 
terms “typed drawing” and “special form drawing.” 


Section 2.52(a) is revised to add guidelines for drawings of various 
types of unusual marks, such as marks that include color, three- 
dimensional objects, motion, sound or scent; and to add guidelines 
for showing placement of the mark on goods, packaging for goods, 
or in advertising of services. 


Section 2.52(b) is revised to indicate the recommended format for 
the drawing of a mark. 


Section 2.52(c) is revised to state that for an electronically filed 
application, if the mark cannot be shown as a “typed drawing,” the 
applicant must attach a digitized image of the mark to the 
application. 


Sections 2.56, 2.57, and 2.58 are consolidated into § 2.56. 
Sections 2.57 and 2.58 are removed and reserved. 


Section 2.56(a) is revised to require one rather than three speci- 
mens with an application under § 1(a) of the Act, or an allegation 
of use under § 1(c) or § 1(d) of the Act in an application under § 
i(b) of the Act. See the discussion under “Supplementary Infor- 
mation/Number of Specimens Required,” supra. 


Section 2.56(b)(1) is added, stating that a trademark specimen is a 
label, tag, or container for the goods, or a display associated with 
the goods; and that the Office may accept another document related 
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to the goods or the sale of the goods when it is not possible to place 
the mark on the goods or packaging for the goods. This is 
consistent with the current § 2.56. 


Comment: One comment suggested that the second sentence of § 
2.56(b\(1) should be amended to substitute “will” for “may,” and 
that the following sentence be added at the end of the paragraph: 
“The Office may accept a display associated with the goods when 
this is the customary method of use of a trademark in the relevant 
trade or industry.” 


Response: The suggestion has not been adopted. The first sentence 
of § 2.56(b)(1) already states that a specimen may be a display 
associated with the goods, so the suggested third sentence is 
unnecessary. The word “may” is used in the second sentence of § 
2.56(b)(1) because it is within the discretion of the examining 
attorney to determine whether specimens are acceptable. 


Section 2.56(b)(2) is added, stating that a service mark specimen 
must show the mark as actually used in the sale or advertising of 
the services. This is consistent with the current § 2.58(a). 


Section 2.56(b)(3) is added, stating that a collective trademark or 
collective service mark specimen must show how a member uses 
the mark on the member’s goods or in the sale or advertising of the 
member’s services. This codifies current practice. TMEP § 
1303.02(b). 


Section 2.56(b)(4) is added, stating that a collective membership 
mark specimen must show use by members to indicate member- 
ship in the collective organization. This codifies current practice. 
TMEP § 1304.09%c). 


Section 2.56(b)(5) is added, stating that a certification mark 
specimen must show how a person other than the owner uses the 
mark to certify regional or other origin, material, mode of 
manufacture, quality, accuracy, or other characteristics of the 
person’s goods or services; or that members of a union or other 
organization performed the work or labor on the goods or services. 
This codifies current practice. TMEP § 1306.06(c). 


Section 2.56(c) is added, stating that a photocopy or other 
reproduction of a specimen is acceptable, but that a photocopy or 
facsimile that merely reproduces the drawing is not a proper 
specimen. This is consistent with the current § 2.57. 


New § 2.56(d)(1) states that a specimen must be flat and no larger 
than 8 1/2 inches (21.6 cm.) wide by 11.69 inches (29.7 cm.) long. 
This is consistent with the current § 2.56. 


Section 2.56(d)(2) is added, stating that if the applicant files a 
specimen that is too large (a “bulky specimen”), the Office will 
create a facsimile of the specimen that meets the requirements of 
the rule (i.e., is flat and no larger than 8 1/2 inches (21.6 cm.) wide 
by 11.69 inches (29.7 cm.) long) and put it in the file wrapper. See 
the discussion under “Supplementary Information/Bulky Speci- 
mens,” supra. 


Section 2.56(d)(4) is added, stating that if the application is filed 
electronically, the specimen must be submitted as a digitized 
image. 


Section 2.59, which governs the filing of substitute specimens, is 
revised to clarify and simplify the language. 


Section 2.59(b)(1) provides that when an applicant submits sub- 
stitute specimens after filing an amendment to allege use under 
2.76, the applicant must verify the substitute specimens were in 
use in commerce prior to filing the amendment to allege use. 


Comment: One comment suggested that § 2.59(b)(1) be amended 
to provide for the filing of substitute specimens that were in use 
“prior to filing the substitute specimen(s),” even if the specimens 
were not in use as of the filing date of the amendment to allege use. 
The comment noted that under the current rule, if the substitute 
specimens are not in use as of the filing date of the amendment to 
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allege use, then the applicant must cancel the first amendment to 
allege use and substitute a new one, and stated that this serves no 
useful purpose. 


Response: The suggestion has not been adopted. Section 1(c) of 
the Act provides for the filing of an amendment to allege use only 
after the applicant “has made use of the mark in commerce.” 
Under § 2.76(e)(2), a minimum filing requirement for an amend- 
ment to allege use is a specimen showing that the mark is in use 
in commerce on or in connection with the goods or services. If the 
applicant cannot show use in commerce as of the filing date of the 
amendment to allege use, then the amendment cannot be consid- 
ered “filed” as of that date. The Office believes that its records 
should accurately show the date when an intent-to-use applicant 
files an acceptable amendment to allege use under § 1(c) of the 
Act, because this date can be significant. For example, under § 
2.75(b), if an intent-to-use applicant amends to the Supplemental 
Register, the effective filing date of the application becomes the 
date the amendment to allege use was perfected. It would be unfair 
to grant the intent-to-use applicant an effective filing date on the 
Supplemental Register before the mark was actually in use in 
commerce. 


Section 2.66 is revised to set forth the requirements for filing a 
petition to revive an abandoned application when the delay in 
responding to an Office action or notice of allowance is “uninten- 
tional.” See the discussion under “Supplementary Information/ 
Revival of Abandoned Applications,” supra. 


Sections 2.66(a)(1) and (2) are added, requiring that the applicant 
file a petition to revive within (1) two months of the mailing date 
of the notice of abandonment; or (2) two months of actual 
knowledge of abandonment. Currently, the deadline for filing a 
petition to revive is sixty days from the mailing date of the notice 
of abandonment or the date of actual knowledge of abandonment. 
TMEP § 1112.05(a). The two-month deadline will make it easier to 
calculate the due date for a petition because it will not be necessary 
to count days. 


Section 2.66(a)(2) states that an applicant must be diligent in 
checking the status of an application, and that to be diligent, the 
applicant must check the status of the application within one year 
of the last filing or receipt of a notice from the Office for which 
further action by the Office is expected. This codifies current 
practice. TMEP § 413 and 1112.05(b)(ii). See the discussion under 
the heading “Supplementary Information/Due Diligence,” supra. 


Sections 2.66(b)(2) and (c)(2) are amended to require “a statement, 
signed by someone with firsthand knowledge of the facts, that the 
delay . . . was unintentional.” This statement need not be verified. 


Section 2.66(b)(3) is amended to state that if the applicant did not 
receive the Office action, the applicant need not include a proposed 
response to an Office action with a petition to revive. This codifies 
current practice. 


Sections 2.66(c)(3) and (4) are amended to state that if the 
applicant did not receive the notice of allowance and requests 
cancellation of the notice of allowance, the petition to revive need 
not include a statement of use or request for an extension of time 
to file a statement of use, or the fees for the extension requests that 
would have been due if the application had never been abandoned. 
This codifies current practice. 


Section 2.66(c)(5) is added, stating that the applicant must file any 
further requests for extensions of time to file a statement of use 
under § 2.89 that become due while the petition is pending, or file 
a statement of use unless: (1) a statement of use is filed with or 
before the petition to revive, or (2) the petition states that the 
applicant did not receive the notice of allowance and requests 
cancellation of the notice of allowance. This codifies current 
practice. 


Section 2.66(f)(3) is added, stating that if the Commissioner denies 
the petition to revive, the applicant may request reconsideration 
by: (1) filing the request within two months of the mailing date of 
the decision denying the petition; and (2) paying a second petition 
fee under § 2.6. Currently, the rules do not specifically provide for 
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requests for reconsideration of petition decisions, but the Com- 
missioner has the discretion to consider these requests under § 
2.146(a)(3). The Office believes that an additional fee should be 
required to pay for the work done in processing the request for 
reconsideration. This is consistent with new § 2.146(j). 


Section 2.71(a) is revised to state that the applicant may amend the 
identification to clarify or limit, but not broaden, the identification 
of goods and/or services. This simplifies the language of the 
current § 2.71(b). 


New § 2.71(b)(1) states that if the declaration or verification of an 
application under § 2.33 is unsigned or signed by the wrong 
person, the applicant may submit a substitute verification or 
declaration under § 2.20. This changes current practice. Currently, 
the applicant must submit a signed verification to receive an 
application filing date, and if the verification is signed by the 
wrong party, the applicant cannot file a substitute verification 
unless the party who originally signed had “color of authority” 
(i.e., firsthand knowledge of the facts and actual or implied 
authority to act on behalf of the applicant). TMEP 803. As 
discussed above, the Office is deleting the requirement that the 
applicant submit a signed verification in order to receive a filing 
date. If the verification is unsigned or signed by the wrong party, 
the applicant must replace the declaration during examination. 


The requirement for a verification “by the applicant, a member of 
the applicant firm, or an officer of the applicant corporation or 
association” has been removed from § 2.71(c). This is consistent 
with the amendments to I(a) and 1(b) of the Act. See the 
discussion under “Supplementary Information/Persons Who May 
Sign,” supra. 


The “color of authority” provisions have been deleted from § 
2.71(c). Because the statute no longer specifies who has “statu- 
tory” authority to sign, the “color of authority” provisions are 
unnecessary. 


New § 2.71(b)(2) states that if the declaration or verification of a 
statement of use under § 2.88 or a request for extension of time to 
file a statement of use under § 2.89 is unsigned or signed by the 
wrong party, the applicant must submit a substitute verification 
before the expiration of the statutory deadline for filing the 
statement of use. Section 2.71(d) is added, stating that a mistake in 
setting out the applicant’s name can be corrected, but the appli- 
cation cannot be amended to set forth a different entity as the 
applicant; and that an application filed in the name of an entity that 
did not own the mark on the filing date of the application is void. 
This codifies current practice. TMEP § 802.07. See the discussion 
under “Supplementary Information/Filing by Owner,” supra. 


Section 2.72 is revised to remove paragraph (a), and redesignate 
paragraphs (b) through (d) as (a) through (c). 


New paragraphs (a) through (c) will each state that an applicant 
may not amend the description or drawing of the mark if the 
amendment materially alters the mark; and that the Office will 
determine whether a proposed amendment materially alters a mark 
by comparing the proposed amendment with the description or 
drawing of the mark in the original application. See the discussion 
under the heading “Supplementary Information/Material Alter- 
ation,” supra. 


Comment: One comment suggested that § 2.72(b) should be 
amended to provide that in an application based on § 1(b) of the 
Act, the applicant “may amend the heading on the drawing to 
reflect a change in applicant’s name, jurisdiction of citizenship or 
organization, and/or address at any time,” to encourage the prompt 
amendment of applications to reflect changes in the applicant's 
name, address and/or jurisdiction. 


Response: The suggestion has not been adopted because it is 
unnecessary. Section 2.72(b) pertains only to amendment of the 
“description or drawing of the mark,” not to amendment of the 
heading on a drawing. An applicant who submits a substitute 
drawing is free to amend the heading in the substitute drawing. 
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Comment: One comment suggested that § 2.72(c)(1) be amended 
to provide that in an application based on § 44(d) of the Act, the 
applicant may amend the drawing of the mark if the amendment is 
supported by the foreign application, “because there may never be 
a ‘foreign registration certificate’ if the foreign priority application 
lapses.” 


Response: The suggestion has not been adopted. Section 44(d) is 
a basis for filing an application, not a basis for registration. If the 
applicant perfects the § 44(e) basis, the mark in the United States 
application must be a substantially exact representation of the 
mark in the home country registration. If the applicant elects not to 
perfect the § 44(e) basis, the mark in the United States application 
must be a substantially exact representation of the mark on the 
specimens filed with a § 1(a) application or with an allegation of 
use in a § 1(b) application. A mark would not be registrable if it 
were a substantially exact representation of the mark in the foreign 
application, but not a substantially exact representation of the mark 
in the foreign registration in a § 44(e) application, or the specimens 
in a use-based application. 


Section 2.76(b)(1) is revised to state that a complete amendment to 
allege use must include a statement that is verified or supported by 
a declaration under § 2.20 by a person properly authorized to sign 
on behalf of the applicant. 


Section 2.76(b)(1) is further revised to delete the requirement for 
a statement of the method or manner of use of the mark in an 
amendment to allege use, because this requirement has been 
removed from § 1(a) of the Act. 


Section 2.76(b)(1)(ii) is amended to delete the requirement that the 
applicant specify the type of commerce in which the mark is used. 
See the discussion under the heading “Supplementary Information/ 
Specification of Type of Commerce No Longer Required,” supra. 


Section 2.76(b)(2) is revised to require one rather than three 
specimens with an amendment to allege use. 


Section 2.76(i) is added, stating that if an amendment to allege use 
is not filed within a reasonable time after it is signed, the Office 
may require a substitute verification or declaration under § 2.20 
that the mark is still in use in commerce. This codifies current 
practice. TMEP § 803.04. 


Section 2.76(j) is added, noting that the requirements for multi- 
class applications are stated in § 2.86. 


The heading of § 2.86 is changed to “Application may include 
multiple classes.” The current § 2.86(a), which states that an 
applicant may recite more than one item of goods, or more than 
one service, in a single class, if the applicant either has used or has 
a bona fide intention to use the mark on all the goods or services, 
is removed. The substance of this provision is moved to §§ 
2.34(a)(1)(v), 2.34(a)(2 (ii), 2.34(a)(3)(iv), and 2.34(a(4)(iv). 


Section 2.86(a) is revised to include sections now found in § 
2.86(b), stating that the applicant may apply to register the same 
mark for goods and/or services in multiple classes in a single 
application, provided that the applicant specifically identifies the 
goods and services in each class; submits a fee for each class; and 
either includes dates of use and one specimen, or a statement of a 
bona fide intention to use the mark in commerce, for each class. 


Section 2.86(a)(3) is amended to add a provision that the applicant 
may not claim both use in commerce and a bona fide intention to 
use the mark in commerce for the identical goods or services in 
one application. 


Section 2.86(b) is amended to state that a statement of use or 
amendment to allege use must include the required fee, dates of 
use, and one specimen for each class. Section 2.86(b) is amended 
to add a provision that the applicant may not file the statement of 
use or amendment to allege use until the applicant has used the 
mark on all the goods or services, unless the applicant files a 
request to divide. This is consistent with the current §§ 2.76(c) and 
2.88(c). 
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Section 2.86(c), which prohibits an applicant from claiming both 
use in commerce and intent-to-use in a single multi-class applica- 
tion, is deleted. However, new § 2.86(a)(3) will state that the 
applicant may not claim both use in commerce and intent-to-use 
for the identical goods or services in one application. 


The substance of the last sentence of the current § 2.86(b) is 
moved to new § 2.86(c). 


Section 2.88(b)(1) is revised to state that a complete statement of 
use must include a statement that is verified or supported by a 
declaration under § 2.20 by a person properly authorized to sign on 
behalf of the applicant. 


Section 2.88(b)(1) is revised to delete the requirement for a 
statement of the method or manner of use in a statement of use. 
This requirement has been removed from § 1(d)(1) of the Act. 


Section 2.88(b)(1)(ii) is amended to delete the requirement that the 
applicant specify the type of commerce in which the mark is used. 
See the discussion under the heading “Supplementary Information/ 
Specification of Type of Commerce No Longer Required,” supra. 


Section 2.88(b)(2) is revised to require one specimen with a 
statement of use, rather than the three specimens now required. 


Section 2.88(e)(3) is revised to state that if the verification or 
declaration is unsigned or signed by the wrong party, the applicant 
must submit a substitute verification or declaration on or before the 
statutory deadline for filing the statement of use. This is consistent 
with current practice. TMEP § 1105.05(f)(i)(A). Section 1(d)(1) of 
the Act specifically requires verification by the applicant within the 
statutory period for filing the statement of use. 


Section 2.88(k) is added, stating that if the statement of use is not 
filed within a reasonable time after it is signed, the Office may 
require a substitute verification or declaration under § 2.20 stating 
that the mark is still in use in commerce. This codifies current 
practice. TMEP § 803.04. 


Section 2.88(1) is added, noting that the requirements for multi- 
class applications are stated in § 2.86. 


Sections 2.89(a)(3) and (b)(3) are revised to require that the 
statement that the applicant has a bona fide intention to use the 
mark in commerce in a request for an extension of time to file a 
statement of use be verified or supported by a declaration under § 
2.20 by a person properly authorized to sign on behalf of the 
applicant; and that if the extension request is unsigned or signed by 
the wrong party, the applicant must submit a substitute verification 
or declaration on or before the statutory deadline for filing the 
statement of use. This is consistent with current practice. TMEP § 
1105.05(d). Sections 1(d)(1) and (2) of the Act specifically require 
verification by the applicant within the statutory filing period. 


Section 2.89(d) is revised to remove paragraph (1), which requires 
a statement that the applicant has not yet made use of the mark in 
commerce on all the goods and services. The Commissioner has 
held that an extension request that omits this allegation is 
substantially in compliance with § 2.89(d) if the request contains 
a statement that the applicant has a continued bona fide intention 
to use the mark in commerce. In re Schering-Plough Healthcare 
Products Inc., 24 USPQ2d 1709 (Comm’r Pats. 1992). Therefore, 
the requirement is unnecessary. 


Section 2.89(g) is amended to change the time limit for filing a 
petition to the Commissioner from the denial of a request for an 
extension of time to file a statement of use from one month to two 
months. The two-month deadline is consistent with the deadline 
for filing a petition to revive an unintentionally abandoned 
application under § 2.66, and with the amendment of the deadline 
for filing petitions under § 2.146(d). 


Section 2.89(h) is added, stating that if the extension request is not 
filed within a reasonable time after it is signed, the Office may 
require a substitute verification or declaration under 2.20 that the 
applicant still has a bona fide intention to use the mark in 
commerce. This codifies current practice. TMEP § 803.04. 
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Section 2.101(d)(1) is revised to update a cross-reference. 
Section 2.111(c)(1) is revised to update a cross-reference. 


Section 2.146(d) is revised to delete “sixty days” and substitute 
“two months” as the deadline for filing certain petitions. This will 
make it easier to calculate the due date for a petition, because it 
will not be necessary to count days. 


Section 2.146(i) is added, stating that where a petitioner seeks to 
reactivate an application or registration that was abandoned or 
cancelled due to the loss or mishandling of papers mailed to or 
from the Office, the petition will be denied if the petitioner was not 
diligent in checking the status of the application or registration; 
and that to be considered diligent, the applicant must check the 
status of the application or registration within one year of the last 
filing or receipt of a notice from the Office for which further action 
by the Office is expected. This codifies current practice. TMEP §§ 
413 and 1704. See the discussion under the heading “Supplemen- 
tary Information/Due Diligence,” supra. 


Section 2.146(j) is added, stating that if the Commissioner denies 
the petition, the petitioner may request reconsideration by: (1) 
filing the request within two months of the mailing date of the 
decision denying the petition; and (2) paying a second petition fee 
under § 2.6. Currently, the rules do not specifically provide for 
requests for reconsideration of petition decisions, but the Com- 
missioner has the discretion to consider these requests under § 
2.146(a)(3). The Office believes that an additional fee should be 
required to pay for the work done in processing the request for 
reconsideration. This is consistent with new § 2.66(f)(3), discussed 
above. 


Section 2.151 is revised to update a cross-reference and simplify 
the language. 


Section 2.155 is revised to update a cross-reference and simplify 
the language. 


Section 2.156 is revised to update a cross-reference and simplify 
the language. 


Section 2.160 is added, “Affidavit or declaration of continued use 
or excusable nonuse required to avoid cancellation.” New §§ 
2.160(a)(1) and (2) list the deadlines for filing the affidavit or 
declaration, and new § 2.160(a)(3) states that the owner may file 
the affidavit or declaration within six months after expiration of 
these deadlines, with an additional grace period surcharge. Cur- 
rently, there is no grace period for filing a § 8 affidavit. 


Comment: Since many registrations are still in twenty-year regis- 
tration terms, one comment suggested that 2.160(a)(2) be amended 
to require filing of an affidavit or declaration of continued use or 
excusable nonuse “within the year before the end of every ten-year 
period after the date of registration or renewal.” 


Response: The suggestion has not been adopted. The language of 
new § 2.160(a)(2) tracks the language of 8(a)(3) of the Act. 
However, the provisions of § 8(a)(3) of the Act, requiring the filing 
of a § 8 affidavit at the end of each successive ten-year period after 
registration, do not apply to a twenty-year registration until a 
renewal application is due. See the discussion under the heading 
“Dates/Applicability Dates,” supra. 


Comment: One comment suggested that § 2.160(a)(1)(i) should be 
amended to require filing “after the fifth anniversary of the date of 
registration and no later than the sixth anniversary of the date of 
registration,” rather than “between the fifth and sixth year after the 
date of registration,” because the phrase “between the fifth and the 
sixth year” could be interpreted to be a single day. 


Response: The suggestion has been adopted, but modified slightly. 
Section 2.160(a)(1)(i) is amended to state that an affidavit of 


continued use or excusable nonuse must be filed “on or after the 
fifth anniversary and no later than the sixth anniversary after the 
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date of registration.” This makes it clear that the affidavit may be 
filed on the fifth anniversary of the registration. A similar amend- 
ment is made to § 2.160(a)(1)(ii). 


Comment: One comment suggested that § 2.160(a)(2) be amended 
to require filing “after the ninth anniversary of either the date of 
registration or the most recent renewal, and no later than the tenth 
anniversary of the date of registration or the date of the most recent 
renewal, respectively,” rather than “within the year before the end 
of every ten-year period after the date of registration,” because the 
“rule as proposed appears to allow the filing of a renewal 
application [sic] on the ninth anniversary of the date of registra- 
tion, which may not be allowed by the statute.” 


Response: The suggestion has not been adopted. The Office will 
accept § 8 affidavits filed on either the ninth or the tenth 
anniversary after the date of registration. This is consistent with 
current practice, which permits the filing of a § 8 affidavit on either 
the fifth or the sixth anniversary after the date of registration. 
TMEP § 1603.03. 


New 2.160(b) advises that § 2.161 lists the requirements for the 
affidavit or declaration. 


The heading of 2.161 is changed to “Requirements for a complete 
affidavit or declaration of continued use or excusable nonuse.” 
Section 2.161 is revised to list the requirements for the affidavit or 
declaration. 


Section 2.161(a) is revised to state that the owner must file the 
affidavit or declaration within the period set forth in § 8 of the Act. 


Comment: One comment suggested that § 2.161(a) be amended to 
require that the affidavit “be filed within the time period set forth 
in § 2.160 by the owner, provided that if the owner is an assignee 
or other transferee, then such assignment or transfer shall be 
recorded with the Office on or before the filing of a section 8 
{affidavit}, or within six months after an official action requiring 
such recordal.” 


Response: The suggestion has not been adopted. An assignee is not 
required to record the assignment in order to file a § 8 affidavit. 
Under § 3.73(b), the assignee also has the option of submitting 
other proof of the change of ownership (i.e., material showing the 
transfer of title). TMEP §§ 502 and 1603.05(a). 


Section 2.161(b) is revised to state that the affidavit or declaration 
must include a verified statement that is signed and verified (sworn 
to) or supported by a declaration under § 2.20 by a person properly 
authorized to sign on behalf of the owner, attesting to the 
continued use or excusable noruse of the mark within the period 
set forth in § 8 of the Act. Section 2.161(b) further states that a 
person properly authorized to sign on behalf of the owner is: (1) a 
person with legal authority to bind the owner; or (2) a person with 
firsthand knowledge of the facts and actual or implied authority to 
act on behalf of the owner; or (3) an attorney as defined in § 
10.1(c) of this chapter who has an actual or implied written or 
verbal power of attorney from the owner. See the discussion under 
the heading “Supplementary Information/Persons Who May 
Sign,” supra. 


Section 2.161(b) also states that the verified statement must be 
executed on or after the beginning of the filing period specified in 
2.160(a). 


Section 2.161(d)(2) is added, requiring a surcharge for filing an 
affidavit or declaration of continued use or excusable nonuse 
during the grace period. 


Section 2.161(d)(3) is added, stating that if the fee submitted is 
enough to pay for at least one class, but not enough to pay for all 
the classes, and the particular class(es) covered by the affidavit or 
declaration are not specified, the Office will issue a notice 
requiring either the submission of additional fee(s) or an indication 
of the class(es) to which the original fee(s) should be applied; that 
additional fee(s) may be submitted if the requirements of § 2.164 
are met; and that if additional fees are not submitted and the 
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class(es) to which the original fee(s) should be applied are not 
specified, the Office will presume that the fee(s) cover the classes 
in ascending order, beginning with the lowest numbered class. 


New § 2.161(e) requires that the affidavit or declaration list both 
the goods or services on which the mark is in use in commerce and 
the goods or services for which excusable nonuse is claimed. 
Currently, a list of the goods or services is not required when 
excusable nonuse is claimed. In re Conusa Corp., 32 USPQ2d 
1857 (Comm’r Pats. 1993). However, TLTIA § 105 amends § 
8(b)(2) of the Act to specifically require “an affidavit setting forth 
those goods on or in connection with which the mark is not in use.” 


Comment: One comment stated that if the goods for which 
excusable nonuse is claimed are not listed in a § 8 affidavit, 
registrants should be given the opportunity to correct the oversight. 


Response: If the goods or services for which excusable nonuse is 
claimed are not listed in an affidavit, the registrant will be given an 
opportunity to correct the deficiency. However, because § 8(b)(2) 
of the Act specifically requires that the affidavit set forth the goods 
or services on or in connection with which the mark is not in use 
in commerce, a deficiency surcharge will be required if the 
deficiency is corrected after the deadline specified in § 8 of the Act. 


The requirement that the affidavit or declaration specify the type of 
commerce in which the mark is used, currently required by § 
2.162(e), is removed. See the discussion under the heading 
“Supplementary Information/Specification of Type of Commerce 
No Longer Required,” supra. 


The substance of § 2.162(f) is moved to § 2.161(f)(2). New § 
2.161(f)(2) is revised to add a requirement that the affidavit state 
the date when use of the mark stopped and the approximate date 
when use will resume. This codifies current practice. Office actions 
are often issued requiring a statement as to when use of the mark 
stopped and when use will resume, because this information is 
needed to determine whether the nonuse is excusable, within the 
meaning of § 8 of the Act. 


The substance of § 2.162(e) is moved to § 2.161(g). New § 
2.161(g) is revised to state that the affidavit must include a 
specimen for each class of goods or services; that the specimen 
should be no larger than 8 1/2 inches (21.6 cm.) wide by 11.69 
inches (29.7 cm.) long; and that if the applicant files a specimen 
that exceeds these size requirements (a “bulky specimen”), the 
Office will create a facsimile of the specimen that meets the 
requirements of the rule (i.e., is flat and no larger than 8 1/2 inches 
(21.6 cm.) wide by 11.69 inches (29.7 cm.) long) and put it in the 
file wrapper. See the discussion under “Supplementary Informa- 
tion/Bulky Specimens,” supra. 


Section 2.161(h) is added, requiring a designation of a domestic 
representative if the registrant is not domiciled in the United 
States. This reflects § 8(f) of the Act, as amended, and is consistent 
with current practice. 


The substance of § 2.163 is moved to § 2.162. New § 2.162 is 
revised to state that the only notice of the requirement for filing the 
§ 8 affidavit or declaration of continued use or excusable nonuse is 
sent with the certificate of registration when it is originally issued. 
This merely clarifies, and does not change, current practice. 


The substance of current § 2.164 is moved to the introductory text 
of new § 2.163. 


New § 2.163(a) states that if the owner of the registration files the 
affidavit or declaration within the time periods set forth in § 8 of 
the Act, deficiencies may be corrected if the requirements of § 
2.164 are met. 


Section 2.163(b) is added, stating that a response to an examiner’s 
Office action must be filed within six months of the mailing date, 
or before the end of the filing period set forth in § 8(a) or § 8(b) 
of the Act, whichever is later, or the registration will be cancelled. 
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Section 2.164 is added, “Correcting deficiencies in affidavit or 
declaration.” This section changes current practice. There are now 
some deficiencies that can be corrected after the statutory deadline 
for filing the affidavit or declaration, while other requirements 
must be satisfied before the expiration of the statutory deadline to 
avoid cancellation of the registration. 


TLTIA § 105 adds § &(c)(2) of the Act to allow correction of 
deficiencies, with payment of a deficiency surcharge. The Act does 
not define “deficiency,” but instead gives the Office broad discre- 
tion to set procedures and fees for correcting deficiencies. 


New § 2.164(a)(1) states that if the owner files the affidavit or 
declaration within the period set forth in § 8(a) or § 8(b) of the Act, 
deficiencies can be corrected before the end of this period without 
paying a deficiency surcharge; and deficiencies can be corrected 
after the expiration of this period with payment of the deficiency 
surcharge. 


New § 2.164(a)(2) states that if the owner files the affidavit or 
declaration during the grace period, deficiencies can be corrected 
before the expiration of the grace period without paying a 
deficiency surcharge, and after the expiration of the grace period 
with a deficiency surcharge. 


New § 2.164(b) states that if the affidavit or declaration is not filed 
within the time periods set forth in § 8 of the Act, or if it is filed 
within that period by someone other than the owner, the registra- 
tion will be cancelled. These deficiencies cannot be cured. 


See the discussion under the heading “Supplementary Information/ 
Post Registration,” supra, for additional information about curing 
deficiencies in S 8 affidavits. 


The heading of § 2.165 is changed to “Petition to Commissioner to 
review refusal.” The last two sentences of the current § 2.165(a)(1) 
are removed. 


Old § 2.166 is removed because it is unnecessary. New §§2.163(b) 
and 2.165(b) set forth the times when a registration will be 
cancelled. 


New § 2.166 is added, “Affidavit of continued use or excusable 
nonuse combined with renewal application,” stating that an 
affidavit or declaration under § 8 of the Act and a renewal 
application under 9 of the Act may be combined in a single 
document. 


Section 2.167(c) is revised to delete the requirement that an 
affidavit or declaration under §15 of the Act specify the type of 
commerce in which the mark is used. 


The heading of § 2.168 is changed to “Affidavit or declaration 
under § 15 combined with affidavit or declaration under § 8, or 
with renewal application.” Section 2.168(a) is revised to state that 
a § 15 affidavit may be combined with a § 8 affidavit, if the 
combined affidavit meets the requirements of both §§8 and 15 of 
the Act. Section 2.168(b) is revised to state that a § 15 affidavit can 
be combined with a renewal application under § 9 of the Act, if the 
requirements of both §§9 and 15 of the Act are met. 


Section 2.173(a) is revised to simplify the language. 


Sections 2.181(a)(1) and (2) are revised to indicate that renewal of 
a registration is subject to the provisions of § 8 of the Act. This is 
consistent with the amendment to § 9(a) of the Act. 


Comment: One comment suggested that § 2.181(a)(1) should be 
amended to provide that registrations remain in force “from their 
date of issue or the date of expiration of their preceding term,” 
rather than “from their date of issue or expiration,” because an 
expired registration cannot be renewed. 


Response: The suggestion has been adopted and modified slightly 
to simplify the language. Section 2.181(a)(1) is amended to state 
that registrations issued prior to November 16, 1989, remain in 
force for twenty years “from their date of issue or the date of 
renewal.” A similar amendment is made to § 2.181(a)(2). 
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The heading of § 2.182 is changed to “Time for filing renewal 
application.” The section is revised to state that the renewal 
application must be filed within one year before the expiration date 
of the registration, or within the six-month grace period after the 
expiration date with an additional fee. 


The heading of § 2.183 is changed to “Requirements for a 
complete renewal application.” This section is revised to delete the 
present renewal requirements and substitute new ones based on 
amended § 9 of the Act. The requirements for a specimen and 
declaration of use or excusable nonuse on or in connection with 
the goods or services listed in the registration are removed, 
because these requirements have been removed from § 9 of the 
Act. The new requirements for renewal are: (1) a request for 
renewal, signed by the registrant or the registrant’s representative; 
(2) a renewal fee for each class; (3) a grace period surcharge for 
each class if the renewal application is filed during the grace 
period; (4) if the registrant is not domiciled in the United States, a 
designation of a domestic representative; and (5) if the renewal 
application covers less than all the goods or services, a list of the 
particular goods or services to be renewed. 


New § 2.183(f) states that if the fee submitted is enough to pay for 
at least one class, but not enough to pay for all the classes, and the 
class(es) covered by the renewal application are not specified, the 
Office will issue a notice requiring either the submission of 
additional fee(s) or an indication of the class(es) to which the 
original fee(s) should be applied; that additional fee(s) may be 
submitted if the requirements of § 2.185 are met; and that if the 
required fee(s) are not submitted and the class(es) to which the 
original fee(s) should be applied are not specified, the Office will 
presume that the fee(s) cover the classes in ascending order, 
beginning with the lowest numbered class. 


Section 2.184 is revised to simplify the language and to transfer 
some of its provisions to new § 2.186. Section 2.184 states that the 
Office will issue a notice if the renewal application is not 
acceptable; that a response to the refusal of renewal must be filed 
within six months of the mailing date of the Office action, or 
before the expiration date of the registration, whichever is later; 
and that the registration will expire if the renewal application is not 
filed within the time periods set forth in § 9(a) of the Act. 


Section 2.185 is added, “Correcting deficiencies in renewal appli- 
cation.” 


Under amended § 9, the renewal application must be filed within 
the renewal period or grace period specified in § 9(a) of the Act, or 
the registration will expire. However, if the renewal application is 
timely filed, any deficiencies may be corrected after expiration of 
the statutory filing period, with payment of a deficiency surcharge. 


New § 2.185(a)(1) states that if the renewal application is filed 
within one year before the registration expires, deficiencies may be 
corrected before the registration expires without paying a defi- 
ciency surcharge, or after the registration expires with payment of 
the deficiency surcharge required by § 9(a) of the Act. 


New § 2.185(a)(2) states that if the renewal application is filed 
during the grace period, deficiencies may be corrected before the 
expiration of the grace period without paying a deficiency sur- 
charge, and after the expiration of the grace period with payment 
of the deficiency surcharge required by § 9(a) of the Act. 


New § 2.185(b) states that if the renewal application is not filed 
within the time periods set forth in § 9(a) of the Act, the 
registration will expire. This deficiency cannot be cured. 


Comment: One comment noted that § 2.184(c) appears to be a 
duplicate of§ 2.185(b) and suggested that one be deleted. 


Response: The suggestion has not been adopted. Sections 2.184 
and 2.185 are not duplicates, and both are necessary for the 
following reason. Section 2.184(c) states the general rule that a 
registration will expire if the renewal application is not filed during 
the proper time period. Section 2.185(b) specifically addresses 
whether the failure to file a renewal application in the proper time 
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period will be considered a deficiency that can be cured during a 
six-month deficiency period. The rule states that “[t}his deficiency 
cannot be cured” (emphasis added). 


Section 2.186 is added, “Petition to Commissioner to review 
refusal of renewal.” 


New § 2.186(a) states that a response to the examiner's initial 
refusal is required before filing a petition to the Commissioner, 
unless the examiner directs otherwise. This is consistent with the 
current §2.184(a). 


New § 2.186(b) states that if the examiner maintains the refusal of 
the renewal application, a petition to the Commissioner to review 
the action may be filed within six months of the mailing date of the 
Office action maintaining the refusal; and that if no petition is filed 
within six months of the mailing date of the Office action, the 
registration will expire. This is consistent with the current § 
2.184(b). 


New § 2.186(c) states that a decision by the Commissioner is 
necessary before filing an appeal or commencing a civil action in 
any court. This is consistent with the current § 2.184(d). 


Section 3.16 is amended to state that an applicant may assign an 
application based on § 1(b) of the Act once the applicant files an 
amendment to allege use under § 1(c) of the Act. 


The heading of § 3.24 is changed to “Requirements for documents 
and cover sheets relating to patents and patent applications.” The 
recording requirements for patents are listed in § 3.24. New § 3.25 
is added to list the recording requirements for trademark applica- 
tions and registrations. 


Section 3.25 identifies the types of documents one can submit 
when recording documents that affect some interest in trademark 
applications or registrations. The section also sets forth the Office's 
preferred format for cover sheets and other documents. 


Section 3.28 is revised to state that separate cover sheets should be 
used for patents and trademarks. 


Section 3.31(a)(4) is revised to set forth the requirements for 
identifying a trademark application when the application serial 
number is not known. 


Section 3.3 1(a)(7) requires that a cover sheet state that the assignee 
of a trademark application or registration who is not domiciled in 
the United States has designated a domestic representative. This is 
consistent with current § 3.31(a)(8). 


Comment: One comment suggested that § 3.31(a)(7) be amended 
to require that the domestic representative “either sign the cover 
sheet or countersign the indication,” in order to prevent a foreign 
assignee from designating a domestic representative who is 
unaware of the designation. 


Response: The suggestion has not been adopted. The Office has 
never required a domestic representative to countersign a desig- 
nation or a cover sheet, and knows of no instances where an 
assignee or applicant designated a domestic representative who is 
not aware of the fact that he or she has been designated. Instituting 
a new requirement that a domestic representative sign each cover 
sheet could be burdensome to assignees and is contrary to the goal 
of minimizing formal requirements and making the procedural 
requirements of the different national trademark offices more 
consistent. 


The requirement currently in § 3.31(a)(9) that a cover sheet 
contain a statement that the information on the cover sheet is 
correct and that any copy of the document submitted is a true copy 
is deleted. 


Section 3.31(b) is amended to state that a cover sheet should not 
refer to both patents and trademarks; and to put the public on 
notice that if a cover sheet contains both patent and trademark 
information, all information will become public after recordation. 
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Section 3.31(d) is added, stating that a trademark cover sheet 
should include the serial number or registration number of the 
trademark affected by the conveyance or transaction, an identifi- 
cation of the mark, and a description of the mark. 


Section 3.3l(e) is added, stating that the cover sheet should 
include the total number of applications, registrations, or patents 
identified on the cover sheet and the total fee. 


Section 6.1 is revised to incorporate classification changes that 
became effective January 1, 1997, as listed in the International 
Classification of Goods and Services for the Purposes of the 
Registration of Marks (7th ed. 1996), published by the World 
Intellectual Property Organization (WIPO). 


Rulemaking Requirements 


The Office has determined that the rule changes have no federalism 
implications affecting the relationship between the National Gov- 
ernment and the State as outlined in Executive Order 12612. 


The Chief Counsel for Regulation of the Department of Commerce 
has certified to the Chief Counsel for Advocacy of the Small 
Business Administration, that the rule changes will not have a 
significant impact on a substantial number of small entities 
(Regulatory Flexibility Act, 5 U.S.C. 605(b)). This rule imple- 
ments the Trademark Law Treaty Implementation Act and simpli- 
fies and clarifies procedures for registering trademarks and main- 
taining and renewing trademark registrations. The rule will not 
significantly impact any businesses. The principal effect of the rule 
is to make it easier for applicants to obtain a filing date. No 
additional requirements are added to maintain registrations. Fur- 
thermore, this rule simplifies the procedures for registering trade- 
marks in new sections 2.21, 2.32, 2.34, 2.45, 2.76, 2.88, 2.161, 
2.167 and 2.183 of the Trademark rules. As a result, an initial 
regulatory flexibility analysis was not prepared. 


The rule changes are in conformity with the requirements of the 
Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive Order 
12612, and the Paperwork Reduction Act of 1995 (PRA) (44 
U.S.C. 3501 et seq.). No comments were received regarding the 
certification under the Regulatory Flexibility Act. The changes 
have been determined to be not significant for purposes of 
Executive Order 12866. 


Notwithstanding any other provision of law, no person is required 
to nor shall a person be subject to a penalty for failure to comply 
with a collection of information subject to the requirements of the 
PRA unless that collection of information displays a currently 
valid OMB control number. 


This final rule contains collections of information requirements 
subject to the PRA. This rule discusses changes in the information 
required from the public to obtain registrations for trademarks and 
service marks, to submit affidavits or declarations of continued use 
or excusable nonuse, statements of use, requests for extensions of 
time to file statements of use, and to renew registrations. This rule 
deletes requirements to identify the method of use of a mark and 
the type of commerce in which a mark is used. Additionally, the 
rule removes the requirement that requests for recordation of 
documents be accompanied by originals or true copies of these 
documents. The rule allows the filing of powers of attorney that 
pertain to multiple registrations or applications for registration, 
and sets forth certain requirements for filing such powers of 
attorney. Additionally, the rule sets forth requirements for submit- 
ting § 8 affidavits of continued use or excusable nonuse combined 
with § 9 renewal applications, or § 15 affidavits or declarations of 
incontestability combined with either § 8 affidavits or declarations 
or with § 9 renewal applications. 


An information collection package supporting the changes to the 
above information requirements, as discussed in this final rule, was 
submitted to OMB for review and approval. This information 
collection has been approved by OMB under OMB Control 
Number 0651-0009. The public reporting burden for this collec- 
tion of information is estimated to average as follows: seventeen 
minutes for applications to obtain registrations based on an intent 
to use the mark under § 1(b) of the Act, if completed using paper 
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forms; fifteen minutes for applications to obtain registrations based 
on an intent to use the mark under § 1(b) of the Act, if completed 
using an electronic form; twenty-three minutes for applications to 
obtain registrations based on use of the mark under § I(a) of the 
Act, if completed using paper forms; twenty-one minutes for 
applications to obtain registrations based on use of the mark under 
§ l(a) of the Act, if completed using an electronic form; twenty 
minutes for applications to obtain registrations based on an 
earlier-filed foreign application under § 44(d) of the Act, if 
completed using paper forms; nineteen minutes for applications to 
obtain registrations based on an earlier-filed foreign application 
under § 44(d) of the Act, if completed using an electronic form; 
twenty minutes for applications to obtain registrations based on 
registration of a mark in a foreign applicant’s country of origin 
under § 44(e) of the Act; thirteen minutes for allegations of use of 
the mark under §§ 2.76 and 2.88; ten minutes for requests for 
extension of time to file statements of use under § 2.89; fourteen 
minutes for renewal applications under § 9 of the Act combined 
with affidavits or declarations of continued use or excusable 
nonuse under § 8 of the Act; fourteen minutes for combined 
affidavits/declarations of use and incontestability under §§ 8 and 
15 of the Act; eleven minutes for an affidavit or declaration of 
continued use or excusable nonuse under § 8 of the Act; eleven 
minutes for a renewal application under § 9 of the Act; eleven 
minutes for a declaration of incontestability under § 15 of the Act; 
three minutes for powers of attorney and designations of domestic 
representatives; and thirty minutes for a trademark recordation 
form cover sheet. These time estimates include the time for 
reviewing instructions, searching existing data sources, gathering 
and maintaining the data needed, and completing and reviewing 
the collection of information. Comments are invited on: (1) 
whether the collection of information is necessary for proper 
performance of the functions of the agency; (2) the accuracy of the 
agency’s estimate of the burden; (3) ways to enhance the quality, 
utility, and clarity of the information to be collected; and (4) ways 
to minimize the burden of the collection of information to 
respondents. 


This final rule also involves information requirements associated 
with amendments, oppositions, and petitions to cancel. The 
amendments and the oppositions have been previously approved 
by OMB under control number 0651-0009. The petitions to cancel 
have been previously approved by OMB under control number 
0651-0040. These requirements are not being resubmitted for 
review at this time. Send comments regarding this burden esti- 
mate, or any other aspect of this data collection, including 
suggestions for reducing the burden, to the Assistant Commis- 
sioner for Trademarks, 2900 Crystal Drive, Arlington, VA 22202- 
3513 (Attn: Ari Leifman), and to the Office of Information and 
Regulatory Affairs, Office of Management and Budget, 725 17th 
Street, N.W., Washington, D.C. 20230 (Attn: PTO Desk Officer). 


List of Subjects 

37 CFR Part | 

Administrative practice and procedure, Patents. 
37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, Trade- 
marks. 


37 CFR Part 3 

Administrative practice and procedure, Patents, Trademarks. 
37 CFR Part 6 

Trademarks. 


For the reasons given in the preamble and under the authority 
contained in 35 U.S.C. 6 and 15 U.S.C. 41, as amended, the Patent 
and Trademark Office is amending parts 1, 2, 3, and 6 of title 37 
as follows: 
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PART 1 - RULES OF PRACTICE IN PATENT CASES 
1. The authority citation for part 1 continues to read as follows: 
Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Amend § 1.1 by revising paragraph (a)(2) to read as follows: 
§1.1 Addresses for correspondence with the Patent and Trade- 
mark Office. 


(a) * * * 
(2) Trademark correspondence. 


(i) Send all trademark filings and correspondence, except as 
specified below or unless submitting electronically, to: 


Assistant Commissioner for Trademarks 
2900 Crystal Drive 
Arlington, Virginia 22202-3513 


(ii) Send trademark-related documents for the Assignment Divi- 
sion to record to: 


Commissioner of Patents and Trademarks 
Box Assignment 
Washington, D.C. 20231 


(iii) Send requests for certified or uncertified copies of trademark 
applications and registrations, other than coupon orders for uncer- 
tified copies of registrations, to: 


Commissioner of Patents and Trademarks 
Box 10 
Washington, D.C. 20231 


(iv) Send requests for coupon orders for uncertified copies of 
registrations to: 


Commissioner of Patents and Trademarks 
Box 9 
Washington, D.C. 20231 


(v) An applicant may transmit an application for trademark 
registration electronically, but only if the applicant uses the Patent 
and Trademark Office’s electronic form. 


xe eK * 


3. Amend § 1.4 by revising the last sentence of paragraph (a)(2), 
revising paragraphs (d)(1), introductory text, and (d)(1)(ii), and 
adding a new paragraph (d)(1)(iii) to read as follows: 


§ 1.4 Nature of correspondence and signature requirements. 


ja) + 


(2) * * * See particularly the rules relating to the filing, processing, 
or other proceedings of national applications in subpart B, §§ 1.31 
to 1.378; of international applications in subpart C, §§1.401 to 
1.499; of reexamination of patents in subpart D, §§ 1.501 to 1.570; 
of interferences in subpart E, §§ 1.601 to 1.690; of extension of 
patent term in subpart F, §§ 1.710 to 1.785; and of trademark 
applications and registrations, §§2.11 to 2.186. 


kek KKK 


(d)(1) Each piece of correspondence, except as provided in 
paragraphs (e) and (f) of this section, filed in an application, patent 
file, trademark registration file, or other proceeding in the Office 
which requires a person’s signature, must: 


@*** 


(ii) Be a direct or indirect copy, such as a photocopy or facsimile 
transmission(§ 1.6(d)), of an original. In the event that a copy of 
the original is filed, the original should be retained as evidence of 
authenticity. If a question of authenticity arises, the Office may 
require submission of the original; or 
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(iii) Where an electronically transmitted trademark filing is per- 
mitted, the person who signs the filing must either: 


(A) Place a symbol comprised of numbers and/or letters between 
two forward slash marks in the signature block on the electronic 
submission; and print, sign and date in permanent ink, and 
maintain a paper copy of the electronic submission; or 


(B) Sign the verified statement using some other form of electronic 
signature specified by the Commissioner. 


*eEK SE 


4. Amend § 1.5 by revising paragraph (c) to read as follows: 


§ 1.5 Identification of application, patent or registration. 


KKK 


(c)(1) A letter about a trademark application should identify the 
serial number, the name of the applicant, and the mark. 


(2) A letter about a registered trademark should identify the 
registration number, the name of the registrant, and the mark. 


*ke*E * 


5. Amend § 1.6 by revising paragraph (a)(1), and adding new 
paragraph (a)(4), to read as follows: 


§ 1.6 Receipt of correspondence. 
(a) ** * 


(1) The Patent and Trademark Office is not open for the filing of 
correspondence on any day that is a Saturday, Sunday, or Federal 
holiday within the District of Columbia. Except for correspon- 
dence transmitted by facsimile under paragraph (a)(3) of this 
section, or filed electronically under paragraph (a)(4) of this 
section, no correspondence is received in the Office on Saturdays, 
Sundays, or Federal holidays within the District of Columbia. 


xe EK * 


(4) Trademark-related correspondence transmitted electronically 
will be stamped with the date on which the Office receives the 
transmission. 


xe eK E 


6. Revise § 1.23 to read as follows: 
§ 1.23 Method of payment. 


(a) All payments of money required for Patent and Trademark 
Office fees, including fees for the processing of international 
applications (§ 1.445), shall be made in U.S. dollars and in the 
form of a cashier’s or certified check, Treasury note, or United 
States Postal Service money order. If sent in any other form, the 
Office may delay or cancel the credit until collection is made. 
Checks and money orders must be made payable to the Commis- 
sioner of Patents and Trademarks. Payments from foreign coun- 
tries must be payable and immediately negotiable in the United 
States for the full amount of the fee required. Money sent by mail 
to the Office will be at the risk of the sender, and letters containing 
money should be registered with the United States Postal Service. 


(b) Payments of money required for Patent and Trademark Office 
fees in an electronically filed trademark application or electronic 
submission in a trademark application may also be made by credit 
card. Payment of a fee by credit card must specify the amount to 
be charged to the credit card and such other information as is 
necessary to process the charge, and is subject to collection of the 
fee. The Office will not accept a general authorization to charge 
fees to a credit card. If credit card information is provided on a 
form or document other than a form provided by the Office for the 
payment of fees by credit card, the Office will not be liable if the 
credit card number becomes public knowledge. 
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PART 2 - RULES APPLICABLE TO TRADEMARK CASES 
7. The authority citation for part 2 continues to read as follow: 
Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 
8. Revise § 2.1 to read as follows: 

§ 2.1 Sections of part 1 applicable. 

Sections |.1 to 1.26 of this chapter apply to trademark cases, 
except those parts that specifically refer to patents, and except § 
1.22 to the extent that it is inconsistent with §§ 2.85(e), 2.101(d), 
2.111(c), 2.164, or 2.185. Other sections of part | incorporated by 
reference in part 2 also apply to trademark cases. 

9. Section 2.6 is amended by revising the introductory text, 
paragraphs (a)(6) and (a)(14), and by adding paragraphs (a)(20), 
and (a)(21) to read as follows: 


§ 2.6 Trademark fees. 


The Patent and Trademark Office requires the following fees and 
charges: 


baiting 


(6) Additional fee for filing a renewal application during the grace 
period, per class 

(14) Additional fee for filing a section 8 affidavit during the grace 
period, per class $100.00 


*e ee 


(20) For correcting a deficiency in a section 8 affidavit . $100.00 
(21) For correcting a deficiency in a renewal application . $100.00 


10. Amend § 2.17 by adding paragraphs (c) and (d) to read as 
follows: 


§ 2.17 Recognition for representation. 


ee ee 


(c) To be recognized as a representative, an attorney as defined in 
§ 10.1(c) of this chapter may file a power of attorney, appear in 
person, or sign a paper on behalf of an applicant or registrant that 
is filed with the Office in a trademark case. 


(d) A party may file a power of attorney that relates to more than 
one trademark application or registration, or to all existing and 
future applications and registrations of that party. A party relying 
on such a power of attorney must: 


(1) Include a copy of the previously filed power of attorney; or 


(2) Refer to the power of attorney, specifying the filing date of the 
previously filed power of attorney; the application serial number 
(if known), registration number, or inter partes proceeding number 
for which the original power of attorney was filed; and the name 
of the party who signed the power of attorney; or, if the application 
serial number is not known, submit a copy of the application or a 
copy of the mark, and specify the filing date. 


11. Revise § 2.20 to read as follows: 
§ 2.20 Declarations in lieu of oaths. 
Instead of an oath, affidavit, verification, or sworn statement, the 
language of 28 U.S.C. 1746, or the following language, may be 
used: 

The undersigned being warned that willful false statements 


and the like are punishable by fine or imprisonment, or both, 
under 18 U.S.C. 1001, and that such willful false statements 
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and the like may jeopardize the validity of the application or 
dcecument or any registration resulting therefrom, declares 
that all statements made of his/her own knowledge are true; 
and all statements made on information and belief are 
believed to be true. 

12. Revise §2.21 to read as follows: 


§ 2.21 Requirements for receiving a filing date. 


(a) The Office will grant a filing date to an application that contains 
all of the following: 


(1) The name of the applicant; 

(2) A name and address for correspondence; 
(3) A clear drawing of the mark; 

(4) A listing of the goods or services; and 


(5) The filing fee for at least one class of goods or services, 
required by § 2.6. 


(b) If the applicant does not submit all the elements required in 
paragraph (a), the Office may return the papers with an explanation 
of why the filing date was denied. 

(c) The applicant may correct and resubmit the application papers. 
If the resubmitted papers and fee meet all the requirements of 
paragraph (a) of this section, the Office will grant a filing date as 
of the date the Office receives the corrected papers. 

13. Remove and reserve § 2.31. 

14. Revise § 2.32 to read as follows: 

§ 2.32 Requirements for a complete application. 

(a) The application must be in English and include the following: 
(1) A request for registration; 

(2) The name of the applicant(s); 

(3)(i) The citizenship of the applicant(s); or 

(ii) If the applicant is a corporation, association, partnership or 
other juristic person, the jurisdiction (usually state or nation) under 


the laws of which the applicant is organized; and 


(iii) If the applicant is a partnership, the names and citizenship of 
the general partners; 


(4) The address of the applicant; 
(5) One or more bases, as required by 2.34(a); 


(6) A list of the particular goods or services on or in connection 
with which the applicant uses or intends to use the mark. In a 
United States application filed under section 44 of the Act, the 
scope of the goods or services covered by the section 44 basis may 
not exceed the scope of the goods or services in the foreign 
application or registration; and 


(7) The international class of goods or services, if known. See § 
6.1 of this chapter for a list of the international classes of goods 
and services. 


(b) The application must include a verified statement that meets the 
requirements of § 2.33. 


(c) The application must include a drawing that meets the 
requirements of §§ 2.51 and 2.52. 


(d) The application must include fee required by § 2.6 for each 
class of goods or services. 
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(e) For the requirements for a multiple class application, see § 
2.86. 


15. Revise § 2.33 to read as follows: 
§ 2.33 Verified statement. 


(a) The application must include a statement that is signed and 
verified (sworn to) or supported by a declaration under § 2.20 by 
a person properly authorized to sign on behalf of the applicant. A 
person who is properly authorized to sign on behalf of the 
applicant is: 


(1) a person with legal authority to bind the applicant; or 


(2) a person with firsthand knowledge of the facts and actual or 
implied authority to act on behalf of the applicant; or 


(3) an attorney as defined in 10.1(c) of this chapter who has an 
actual or implied written or verbal power of attorney from the 
applicant. 


(b)(1) In an application under section 1(a) of the Act, the verified 
statement must allege: 


That the applicant has adopted and is using the mark shown 
in the accompanying drawing; that the applicant believes it 
is the owner of the mark; that the mark is in use in 
commerce; that to the best of the declarant’s knowledge and 
belief, no other person has the right to use the mark in 
commerce, either in the identical form or in such near 
resemblance as to be likely, when applied to the goods or 
services of the other person, to cause confusion or mistake, 
or to deceive; that the specimen shows the mark as used on 
or in connection with the goods or services; and that the 
facts set forth in the application are true. 


(2) In an application under section 1(b) or section 44 of the Act, the 
verified statement must allege: 


That the applicant has a bona fide intention to use the mark 
shown in the accompanying drawing in commerce on or in 
connection with the specified goods or services; that the 
applicant believes it is entitled to use the mark; that to the 
best of the declarant’s knowledge and belief, no other person 
has the right to use the mark in commerce, either in the 
identical form or in such near resemblance as to be likely, 
when applied to the goods or services of the other person, to 
cause confusion or mistake, or to deceive; and that the facts 
set forth in the application are true. 


(c) If the verified statement is not filed within a reasonable time 
after it is signed, the Office may require the applicant to submit a 
substitute verification or declaration under § 2.20 of the applicant’s 
continued use or bona fide intention to use the mark in commerce. 


(d) Where an electronically transmitted filing is permitted, the 
person who signs the verified statement must either: 


(1) Place a symbol comprised of numbers and/or letters between 
two forward slash marks in the signature block on the electronic 
submission; and print, sign and date in permanent ink, and 
maintain a paper copy of the electronic submission; or 


(2) Sign the verified statement using some other form of electronic 
signature specified by the Commissioner. 


16. Add § 2.34 to read as follows: 
§ 2.34 Bases for filing. 


(a) The application must include one or more of the following four 
filing bases: 


(1) Use in commerce under section I(a) of the Act. The require- 


ments for an application based on section 1(a) of the Act are: 
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(i) The trademark owner’s verified statement that the mark is in use 
in commerce on or in connection with the goods or services listed 
in the application. If the verification is not filed with the initial 
application, the verified statement must allege that the mark was in 
use in commerce on or in connection with the goods or services 
listed in the application as of the application filing date; 


(ii) The date of the applicant’s first use of the mark anywhere on 
or in connection with the goods or services; 


(iii) The date of the applicant's first use of the mark in commerce 
as a trademark or service mark; and 


(iv) One specimen showing how the applicant actually uses the 
mark in commerce. 


(v) An application may list more than one item of goods, or more 
than one service, provided the applicant has used the mark on or in 
connection with all the specified goods or services. The dates of 
use required by paragraphs (a)(1)(ii) and (iii) of this section may 
be for only one of the items specified. 


(2) Intent-to-use under section 1(b) of the Act. 


(i) In an application under section 1(b) of the Act, the trademark 
owner must verify that it has a bona fide intention to use the mark 
in commerce on or in connection with the goods or services listed 
in the application. If the verification is not filed with the initial 
application, the verified statement must allege that the applicant 
had a bona fide intention to use the mark in commerce as of the 
filing date of the application. 


(ii) The application may list more than one item of goods, or more 
than one service, provided the applicant has a bona fide intention 
to use the mark in commerce on or in connection with all the 
specified goods or services. 


(3) Registration of a mark in a foreign applicant’s country of origin 
under section 44(e) of the Act. The requirements for an application 
under section 44(e) of the Act are: 


(i) The trademark owner’s verified statement that it has a bona fide 
intention to use the mark in commerce on or in connection with the 
goods or services listed in the application. If the verification is not 
filed with the initial application, the verified statement must allege 
that the applicant had a bona fide intention to use the mark in 
commerce as of the filing date of the application. 


(ii) A certification or certified copy of a registration in the 
applicant’s country of origin showing that the mark has been 
registered in that country, and that the registration is in full force 
and effect. The certification or certified copy must show the name 
of the owner, the mark, and the goods or services for which the 
mark is registered. If the certification or certified copy is not in the 
English language, the applicant must submit a translation. 


(iii) If the record indicates that the foreign registration will expire 
before the United States registration will issue, the applicant must 
submit a certification or certified copy from the country of origin 
to establish that the registration has been renewed and will be in 
force at the time the United States registration will issue. If the 
certification or certified copy is not in the English language, the 
applicant must submit a translation. 


(iv) The application may list more than one item of goods, or more 
than one service, provided the applicant has a bona fide intention 
to use the mark in commerce on or in connection with all the 
specified goods or services. 


(4) Claim of priority, based upon an earlier-filed foreign applica- 


tion, under section 44(d) of the Act. The requirements for an 
application under section 44(d) of the Act are: 


(i) A claim of priority, filed within six months of the filing date of 
the foreign application. Before publication or registration on the 
Supplemental Register, the applicant must either: 
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(A) Specify the filing date and country of the first regularly filed 
foreign application; or 


(B) State that the application is based upon a subsequent regularly 
filed application in the same foreign country, and that any 
prior-filed application has been withdrawn, abandoned or other- 
wise disposed of, without having been laid open to public 
inspection and without having any rights outstanding, and has not 
served as a basis for claiming a right of priority. 


(ii) Include the trademark owner’s verified statement that it has a 
bona fide intention to use the mark in commerce on or in 
connection with the goods or services listed in the application. If 
the verification is not filed with the initial application, the verified 
statement must allege that the applicant had a bona fide intention 
to use the mark in commerce as of the filing date of the application. 


(iii) Before the application can be approved for publication, or for 
registration on the Supplemental Register, the applicant must 
establish a basis under section 1(a), section 1(b) or section 44(e) of 
the Act. 


(iv) The application may list more than one item of goods, or more 
than one service, provided the applicant has a bona fide intention 
to use the mark in commerce on or in connection with all the 
specified goods or services. 


(b)(1) The applicant may claim more than one basis, provided that 
the applicant satisfies all requirements for the bases claimed. 
However, the applicant may not claim both sections 1(a) and 1(b) 
for the identical goods or services in the same application. 


(2) If the applicant claims more than one basis, the applicant must 
list each basis, followed by the goods or services to which that 
basis applies. If some or all of the goods or services are covered by 
more than one basis, this must be stated. 


(c) The word “commerce” means commerce that Congress may 
lawfully regulate, as specified in section 45 of the Act. 


17. Remove 2.37. 

18. Redesignate 2.35 as 2.37. 

19. Add new 2.35, to read as follows: 

§ 2.35 Adding, deleting, or substituting bases. 


(a) Before publication, the applicant may add or substitute a basis, 
if the applicant meets all requirements for the new basis, as stated 
in § 2.34. The applicant may delete a basis at any time. 


(b) An applicant may amend an application that is not the subject 
of an inter partes proceeding before the Trademark Trial and 
Appeal Board to add or substitute a basis after the mark has been 
published for opposition, but only with the express permission of 
the Commissioner, after consideration on petition. Republication 
will be required. The amendment of an application that is the 
subject of an inter partes proceeding before the Board is governed 
by § 2.133(a). 


(c) When the applicant substitutes one basis for another, the Office 
will presume that there was a continuing valid basis, unless there 
is contradictory evidence in the record, and the application will 
retain the original filing date, including a priority filing date under 
section 44(d), if appropriate. 


(d) If an applicant properly claims a section 44(d) basis in addition 
to another basis, the applicant will retain the priority filing date 
under section 44(d) no matter which basis the applicant perfects. 


(e) The applicant may add or substitute a section 44(d) basis only 
within the six-month priority period following the filing date of the 
foreign application. 


(f) When the applicant adds or substitutes a basis, the applicant 
must list each basis, followed by the goods or services to which 
that basis applies. 
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(g) When the applicant deletes a basis, the applicant must also 
delete any goods or services covered solely by the deleted basis. 


(h) Once an applicant claims a section 1(b) basis as to any or all 
of the goods or services, the applicant may not amend the 
application to seek registration under section 1(a) of the Act for 
those goods or services unless the applicant files an allegation of 
use under section I(c) or section 1(d) of the Act. 


20. Amend § 2.38 by revising paragraph (a) to read as follows: 
§ 2.38 Use by predecessor or by related companies. 


(a) If the first use of the mark was by a predecessor in title or by 
a related company (sections 5 and 45 of the Act), and the use 
inures to the benefit of the applicant, the dates of first use (§§ 
2.34(a)(1)(ii) and (iii)) may be asserted with a statement that first 
use was by the predecessor in title or by the related company, as 
appropriate. 


** *# ek * 


21. Remove and reserve § 2.39. 
22. Revise § 2.45 to read as follows: 
§ 2.45 Certification mark. 


(a) In an application to register a certification mark under section 
l(a) of the Act, the application shall include all applicable 
elements required by the preceding sections for trademarks. In 
addition, the application must: specify the conditions under which 
the certification mark is used; allege that the applicant exercises 
legitimate control over the use of the mark; allege that the 
applicant is not engaged in the production or marketing of the 
goods or services to which the mark is applied; and include a copy 
of the standards that determine whether others may use the 
certification mark on their goods and/or in connection with their 
services. 


(b) In an application to register a certification mark under section 
1(b) or section 44 of the Act, the application shall include all 
applicable elements required by the preceding sections for trade- 
marks. In addition, the application must: specify the conditions 
under which the certification mark is intended to be used; allege 
that the applicant intends to exercise legitimate control over the 
use of the mark; and allege that the applicant will not engage in the 
production or marketing of the goods or services to which the 
mark is applied. When the applicant files an amendment to allege 
use under section l(c) of the Act, or a statement of use under 
section 1(d) of the Act, the applicant must submit a copy of the 
standards that determine whether others may use the certification 
mark on their goods and/or in connection with their services. 


23. In § 2.51, remove paragraphs (c), (d) and (e). 
24. Revise § 2.52 to read as follows: 
§ 2.52 Types of drawings and format for drawings. 


(a) A drawing depicts the mark sought to be registered. The 
drawing must show only one mark. The applicant must include a 
clear drawing of the mark when the application is filed. There are 
two types of drawings: 


(1) Typed drawing. The drawing may be typed if the mark consists 
only of words, letters, numbers, common forms of punctuation, or 
any combination of these elements.In a typed drawing, every word 
or letter must be typed in uppercase type. If the applicant submits 
a typed drawing, the application is not limited to the mark depicted 
in any special form or lettering. 


(2) Special form drawing. A special form drawing is required if the 
mark has a two or three-dimensional design; or color; or words, 
letters, or numbers in a particular style of lettering; or unusual 
forms of punctuation. 
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(i) Special form drawings must be made with a pen or by a process 
that will provide high definition when copied. A photolithographic, 
printer’s proof copy, or other high quality reproduction of the mark 
may be used. Every line and letter, including lines used for 
shading, must be black. All lines must be clean, sharp, and solid, 
and must not be fine or crowded. Gray tones or tints may not be 
used for surface shading or any other purpose. 


(ii) If necessary to adequately depict the commercial impression of 
the mark, the applicant may be required to submit a drawing that 
shows the placement of the mark by surrounding the mark with a 
proportionately accurate broken-line representation of the particu- 
lar goods, packaging, or advertising on which the mark appears. 
The applicant must also use broken lines to show any other matter 
not claimed as part of the mark. For any drawing using broken 
lines to indicate placement of the mark, or matter not claimed as 
part of the mark, the applicant must include in the body of the 
application a written description of the mark and explain the 
purpose of the broken lines. 


(iii) If the mark has three-dimensional features, the applicant must 
submit a drawing that depicts a single rendition of the mark, and 
the applicant must include a description of the mark indicating that 
the mark is three-dimensional. 


(iv) If the mark has motion, the applicant may submit a drawing 
that depicts a single point in the movement, or the applicant may 
submit a square drawing that contains up to five freeze frames 
showing various points in the movement, whichever best depicts 
the commercial impression of the mark. The applicant must also 
submit a written description of the mark. 


(v) If the mark has color, the applicant may claim that all or part 
of the mark consists of one or more colors. To claim color, the 
applicant must submit a statement explaining where the color or 
colors appear in the mark and the nature of the color(s). 


(vi) If a drawing cannot adequately depict all significant features 
of the mark, the applicant must also submit a written description of 
the mark. 


(3) Sound, scent, and non-visual marks. The applicant is not 
required to submit a drawing if the applicant’s mark consists only 
of a sound, a scent, or other completely non-visual matter. For 
these types of marks, the applicant must submit a detailed written 
description of the mark. 


(b) Recommended Format for special form drawings 


(1) Type of paper and ink. The drawing should be on a piece of 
non-shiny, white paper that is separate from the application. Black 
ink should be used to depict the mark. 


(2) Size of paper and size of mark. The drawing should be on paper 
that is 8 to 8 1/2 inches (20.3 to 21.6 cm.) wide and 11 to 11.69 
inches (27.9 to 29.7 cm.) long. One of the shorter sides of the sheet 
should be regarded as its top edge. The drawing should be between 
2.5 inches (6.1 cm.) and 4 inches (10.3 cm.) high and/or wide. 
There should be at least a 1 inch (2.5 cm.) margin between the 
drawing and the edges of the paper, and at least a | inch (2.5 cm.) 
margin between the drawing and the heading. 


(3) Heading. Across the top of the drawing, beginning one inch 
(2.5 cm.) from the top edge, the applicant should type the 
following: applicant’s name; applicant’s address; the goods or 
services recited in the application, or a typical item of the goods or 
services if numerous items are recited in the application; the date 
of first use of the mark and first use of the mark in commerce in 
an application under section 1(a) of the Act; the priority filing date 
of the relevant foreign application in an application claiming the 
benefit of a prior foreign application under section 44(d) of the 
Act. If the information in the heading is lengthy, the heading may 
continue onto a second page, but the mark should be depicted on 
the first page. 
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(c) Drawings in electronically transmitted applications. For an 
electronically transmitted application, if the drawing is in special 
form, the applicant must attach a digitized image of the mark to the 
electronic submission. 


25. Revise § 2.56 to read as follows: 
§ 2.56 Specimens. 


(a) An application under section 1(a) of the Act, an amendment to 
allege use under § 2.76, and a statement of use under § 2.88 must 
each include one specimen showing the mark as used on or in 
connection with the goods, or in the sale or advertising of the 
services in commerce. 


(b)(1) A trademark specimen is a label, tag, or container for the 
goods, or a display associated with the goods. The Office may 
accept another document related to the goods or the sale of the 
goods when it is not possible to place the mark on the goods or 
packaging for the goods. 


(2) A service mark specimen must show the mark as actually used 
in the sale or advertising of the services. 


(3) A collective trademark or collective service mark specimen 
must show how a member uses the mark on the member’s goods 
or in the sale or advertising of the member’s services. 


(4) A collective membership mark specimen must show use by 
members to indicate membership in the collective organization. 


(5) A certification mark specimen must show how a person other 
than the owner uses the mark to certify regional or other origin, 
material, mode of manufacture, quality, accuracy, or other charac- 
teristics of that person’s goods or services; or that members of a 
union or other organization performed the work or labor on the 
goods or services. 


(c) A photocopy or other reproduction of a specimen of the mark 
as actually used on or in connection with the goods, or in the sale 
or advertising of the services, is acceptable. However, a photocopy 
of the drawing required by § 2.51 is not a proper specimen. 


(d)(1) The specimen should be flat, and not larger than 8 1/2 inches 
(21.6 cm.) wide by 11.69 inches (29.7 cm.) long. If a specimen of 
this size is not available, the applicant may substitute a suitable 
photograph or other facsimile. 


(2) If the applicant files a specimen exceeding these size require- 
ments (a “bulky specimen”), the Office will create a facsimile of 
the specimen that meets the requirements of the rule (i.e., is flat 
and no larger than 8 1/2 inches (21.6 cm.) wide by 11.69 inches 
(29.7 cm.) long) and put it in the file wrapper. 


(3) In the absence of non-bulky alternatives, the Office may accept 
an audio or video cassette tape recording, CD-ROM, or other 
appropriate medium. 


(4) For an electronically transmitted application, or other elec- 
tronic submission, the specimen must be submitted as a digitized 
image. 


26. Remove and reserve § 2.57. 
27. Remove and reserve § 2.58. 
28. Revise § 2.59 to read as follows: 
§ 2.59 Filing substitute specimen(s). 


(a) In an application under section 1(a) of the Act, the applicant 
may submit substitute specimens of the mark as used on or in 
connection with the goods, or in the sale or advertising of the 
services. The applicant must verify by an affidavit or declaration 
under § 2.20 that the substitute specimens were in use in 
commerce at least as early as the filing date of the application. 
Verification is not required if the specimen is a duplicate or 
facsimile of a specimen already of record in the application. 
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(b) In an application under section 1(b) of the Act, after filing 
either an amendment to allege use under § 2.76 or a statement of 
use under § 2.88, the applicant may submit substitute specimens of 
the mark as used on or in connection with the goods, or in the sale 
or advertising of the services. If the applicant submits substitute 
specimen(s), the applicant must: 


(1) For an amendment to allege use under § 2.76, verify by 
affidavit or declaration under § 2.20 that the applicant used the 
substitute specimen(s) in commerce prior to filing the amendment 
to allege use. 


(2) For a statement of use under § 2.88, verify by affidavit or 
declaration under § 2.20 that the applicant used the substitute 
specimen(s) in commerce either prior to filing the statement of use 
or prior to the expiration of the deadline for filing the statement of 
use. 


29. Revise § 2.66 to read as follows: 
§ 2.66 Revival of abandoned applications. 


(a) The applicant may file a petition to revive an application 
abandoned because the applicant did not timely respond to an 
Office action or notice of allowance, if the delay was unintentional. 
The applicant must file the petition: 


(1) Within two months of the mailing date of the notice of 
abandonment, or 


(2) Within two months of actual knowledge of the abandonment, 
if the applicant did not receive the notice of abandonment, and the 
applicant was diligent in checking the status of the application. To 
be diligent, the applicant must check the status of the application 
within one year of the last filing or receipt of a notice from the 
Office for which further action by the Office is expected. 


(b) The requirements for filing a petition to revive an application 
abandoned because the applicant did not timely respond to an 
Office action are: 


(1) The petition fee required by 2.6; 


(2) A statement, signed by someone with firsthand knowledge of 
the facts, that the delay in filing the response on or before the due 
date was unintentional; and 


(3) Unless the applicant alleges that it did not receive the Office 
action, the proposed response. 


(c) The requirements for filing a petition to revive an application 
abandoned because the applicant did not timely respond to a notice 
of allowance are: 


(1) The petition fee required by §2.6; 


(2) A statement, signed by someone with firsthand knowledge of 
the facts, that the delay in filing the statement of use (or request for 
extension of time to file a statement of use) on or before the due 
date was unintentional; 


(3) Unless the applicant alleges that it did not receive the notice of 
allowance and requests cancellation of the notice of allowance, the 
required fees for the number of requests for extensions of time to 
file a statement of use that the applicant should have filed under § 
2.89 if the application had never been abandoned; 


(4) Unless the applicant alleges that it did not receive the notice of 
allowance and requests cancellation of the notice of allowance, 
either a statement of use under § 2.88 or a request for an extension 
of time to file a statement of use under § 2.89; and 


(5) Unless a statement of use is filed with or before the petition, or 
the applicant alleges that it did not receive the notice of allowance 
and requests cancellation of the notice of allowance, the applicant 
must file any further requests for extensions of time to file a 
statement of use under § 2.89 that become due while the petition 
is pending, or file a statement of use under § 2.88. 
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(d) In an application under section 1(b) of the Act, the Commis- 
sioner will not grant the petition if this would permit the filing of 
a statement of use more than 36 months after the mailing date of 
the notice of allowance under section 13(b)(2) of the Act. 


(e) The Commissioner will grant the petition to revive if the 
applicant complies with the requirements listed above and estab- 
lishes that the delay in responding was unintentional. 


(f) If the Commissioner denies a petition, the applicant may 
request reconsideration, if the applicant: 


(1) Files the request within two months of the mailing date of the 
decision denying the petition; and 


(2) Pays a second petition fee under § 2.6. 
30. Revise § 2.71 to read as follows: 
§ 2.71 Amendments to correct informalities. 


The applicant may amend the application during the course of 
examination, when required by the Office or for other reasons. 


(a) The applicant may amend the application to clarify or limit, but 
not to broaden, the identification of goods and/or services. 


(b)(1) If the declaration or verification of an application under § 
2.33 is unsigned or signed by the wrong party, the applicant may 
submit a substitute verification or declaration under § 2.20. 


(2) If the declaration or verification of a statement of use under § 
2.88, or a request for extension of time to file a statement of use 
under § 2.89, is unsigned or signed by the wrong party, the 
applicant must submit a substitute verification before the expira- 
tion of the statutory deadline for filing the statement of use. 


(c) The applicant may amend the dates of use, provided that the 
applicant supports the amendment with an affidavit or declaration 
under § 2.20, except that the following amendments are not 
permitted: 


(1) In an application under section 1(a) of the Act, the applicant 
may not amend the application to specify a date of use that is 
subsequent to the filing date of the application; 


(2) In an application under section 1(b) of the Act, after filing a 
statement of use under § 2.88, the applicant may not amend the 
statement of use to specify a date of use that is subsequent to the 
expiration of the deadline for filing the statement of use. 


(d) The applicant may amend the application to correct the name 
of the applicant, if there is a mistake in the manner in which the 
name of the applicant is set out in the application. The amendment 
must be supported by an affidavit or declaration under § 2.20, 
signed by the applicant. However, the application cannot be 
amended to set forth a different entity as the applicant. An 
application filed in the name of an entity that did not own the mark 
as of the filing date of the application is void. 


31. Revise § 2.72 to read as follows: 
§ 2.72 Amendments to description or drawing of the mark. 


(a) In an application based on use in commerce under section 1(a) 
of the Act, the applicant may amend the description or drawing of 
the mark only if: 


(1) The specimens originally filed, or substitute specimens filed 
under § 2.59(a), support the proposed amendment; and 


(2) The proposed amendment does not materially alter the mark. 
The Office will determine whether a proposed amendment mate- 
rially alters a mark by comparing the proposed amendment with 
the description or drawing of the mark filed with the original 
application. 
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(b) In an application based on a bona fide intention to use a mark 
in commerce under section I(b) of the Act, the applicant may 
amend the description or drawing of the mark only if: 


(1) The specimens filed with an amendment to allege use or 
statement of use, or substitute specimens filed under § 2.59(b), 
support the proposed amendment; and 


(2) The proposed amendment does not materially alter the mark. 
The Office will determine whether a proposed amendment mate- 
rially alters a mark by comparing the proposed amendment with 
the description or drawing of the mark filed with the original 
application. 


(c) In an application based on a claim of priority under section 
44(d) of the Act, or on a mark duly registered in the country of 
origin of the foreign applicant under section 44(e) of the Act, the 
applicant may amend the description or drawing of the mark only 
if: 


(1) The description or drawing of the mark in the foreign 
registration certificate supports the amendment; and 


(2) The proposed amendment does not materially alter the mark. 
The Office will determine whether a proposed amendment mate- 
rially alters a mark by comparing the proposed amendment with 
the description or drawing of the mark filed with the original 
application. 


32. Amend § 2.76 by revising paragraphs (b), (e)(2), and (e)(3), 
and adding paragraphs (i) and (j) to read as follows: 


§ 2.76 Amendment to allege use. 

xk***k*K* 

(b) A complete amendment to allege use must include: 

(1) A statement that is signed and verified (sworn to) or supported 
by a declaration under § 2.20 by a person properly authorized to 
sign on behalf of the applicant (see § 2.33(a)(2)) that: 

(i) The applicant believes it is the owner of the mark; and 

(ii) The mark is in use in commerce, specifying the date of the 
applicant’s first use of the mark and first use of the mark in 
commerce, and those goods or services specified in the application 


on or in connection with which the applicant uses the mark in 
commerce. 


(2) One specimen of the mark as actually used in commerce. See 
§ 2.56 for the requirements for specimens; and 


(3) The fee per class required by § 2.6. 
*e ee * 
(e) ** * 


(2) One specimen or facsimile of the mark as used in commerce; 
and 


(3) A statement that is signed and verified (sworn to) or supported 
by a declaration under § 2.20 by a person properly authorized to 
sign on behalf of the applicant that the mark is in use in commerce. 


kek KEE 


(i) If the applicant does not file the amendment to allege use within 
a reasonable time after it is signed, the Office may require a 
substitute verification or declaration under § 2.20 stating that the 
mark is still in use in commerce. 


(j) For the requirements for a multiple class application, see § 2.86. 


33. Revise § 2.86 to read as follows: 
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§ 2.86 Application may include multiple classes. 


(a) In a single application, an applicant may apply to register the 
same mark for goods and/or services in multiple classes. The 
applicant must: 


(1) Specifically identify the goods or services in each class; 
(2) Submit an application filing fee for each class; and 


(3) Include either dates of use (see §§ 2.34(a)(1)(ii) and (iii)) and 
one specimen for each class, or a statement of a bona fide intention 
to use the mark in commerce on or in connection with all the goods 
or services specified in each class. The applicant may not claim 
both use in commerce and a bona fide intention to use the mark in 
commerce for the identical goods or services in one application. 


(b) An amendment to allege use under § 2.76 or a statement of use 
under§ 2.88 must include, for each class, the required fee, dates of 
use, and one specimen. The applicant may not file the amendment 
to allege use or statement of use until the applicant has used the 
mark on all the goods or services, unless the applicant files a 
request to divide. See § 2.87 for information regarding requests to 
divide. 


(c) The Office will issue a single certificate of registration for the 
mark, unless the applicant files a request to divide. See § 2.87 for 
information regarding requests to divide. 


34. Amend § 2.88 by revising paragraphs (b) and (e) and by adding 
paragraphs (k) and (1) to read as follows: 


§ 2.88 Filing statement of use after notice of allowance. 
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(b) A complete statement of use must include: 


(1) A statement that is signed and verified (sworn to) or supported 
by a declaration under § 2.20 by a person properly authorized to 
sign on behalf of the applicant (see § 2.33(a)(2)) that: 


(i) The applicant believes it is the owner of the mark; and 


(ii) The mark is in use in commerce, specifying the date of the 
applicant’s first use of the mark and first use of the mark in 
commerce, and those goods or services specified in the notice of 
allowance on or in connection with which the applicant uses the 
mark in commerce; 


(2) One specimen of the mark as actually used in commerce. See 
§ 2.56 for the requirements for specimens; and 


(3) The fee per class required by § 2.6. 


*e EK 


(e) The Office will review a timely filed statement of use to 
determine whether it meets the following minimum requirements: 


(1) The fee for at least a single class, required by § 2.6; 
(2) One specimen of the mark as used in commerce; 


(3) A statement that is signed and verified (sworn to) or supported 
by a declaration under § 2.20 by a person properly authorized to 
sign on behalf of the applicant that the mark is in use in commerce. 
If the verification or declaration is unsigned or signed by the 
wrong party, the applicant must submit a substitute verification on 
or before the statutory deadline for filing the statement of use. 


eeese 
(k) If the statement of use is not filed within a reasonable time after 
the date it is signed, the Office may require a substitute verification 


or declaration under § 2.20 stating that the mark is still in use in 
commerce. 


(1) For the requirements for a multiple class application, see § 2.86. 
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35. Amend § 2.89 by revising paragraphs (a), (b), and (d), 
amending the fifth sentence of paragraph (g), and by adding 
paragraph (h) to read as follows: 


§ 2.89 Extensions of time for filing a statement of use. 


(a) The applicant may request a six-month extension of time to file 
the statement of use required by § 2.88. The extension request 
must be filed within six months of the mailing date of the notice of 
allowance under section 13(b)(2) of the Act and must include the 
following: 


(1) A written request for an extension of time to file the statement 
of use; txtfi(2) The fee per class required by § 2.6; and 


(3) A statement that is signed and verified (sworn to) or supported 
by a declaration under § 2.20 by a person properly authorized to 
sign on behalf of the applicant (see § 2.33(a)(2)) that the applicant 
still has a bona fide intention to use the mark in commerce, 
specifying the relevant goods or services. If the verification is 
unsigned or signed by the wrong party, the applicant must submit 
a substitute verification within six months of the mailing date of 
the notice of allowance. 


(b) Before the expiration of the previously granted extension of 
time, the applicant may request further six-month extensions of 
time to file the statement of use by submitting the following: 


(1) A written request for an extension of time to file the statement 
of use; 
(2) The fee per class required by § 2.6; 


(3) A statement that is signed and verified (sworn to) or supported 
by a declaration under § 2.20 by a person properly authorized to 
sign on behalf of the applicant (see § 2.33(a)(2)) that the applicant 
still has a bona fide intention to use the mark in commerce, 
specifying the relevant goods or services. If the verification is 
unsigned or signed by the wrong party, the applicant must submit 


a substitute verification before the expiration of the previously 
granted extension; and 


(4) A showing of good cause, as specified in paragraph (d) of this 
section. 


(d) The showing of good cause must include a statement of the 
applicant’s ongoing efforts to make use of the mark in commerce 
on or in connection with each of the relevant goods or services. 
Those efforts may include product or service research or develop- 
ment, market research, manufacturing activities, promotional ac- 
tivities, steps to acquire distributors, steps to obtain governmental 
approval, or other similar activities. In the alternative, the appli- 
cant must submit a satisfactory explanation for the failure to make 
efforts to use the mark in commerce. 


(g) * * * A petition from the denial of a request for an extension 
of time to file a statement of use shall be filed within two months 
of the mailing date of the denial of the request. If the petition is 
granted, the term of the requested six-month extension that was the 
subject of the petition will run from the date of the expiration of 
the previously existing six-month period for filing a statement of 
use. 


(h) If the extension request is not filed within a reasonable time 
after it is signed, the Office may require a substitute verification or 
declaration under § 2.20 stating that the applicant still has a bona 
fide intention to use the mark in commerce. 

36. Amend § 2.101 by revising paragraph (d)(1) to read as follows: 
§ 2.101 Filing an opposition. 
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(d)(1) The opposition must be accompanied by the required fee for 
each party joined as opposer for each class in the application for 
which registration is opposed (see § 2.6). If no fee, or a fee 
insufficient to pay for one person to oppose the registration of a 
mark in at least one class, is submitted within thirty days after 
publication of the mark to be opposed or within an extension of 
time for filing an opposition, the opposition will not be refused if 
the required fee(s) is submitted to the Patent and Trademark Office 
within the time limit set in the notification of this defect by the 
Office. 


37. Amend § 2.111 by revising paragraph (c)(1) to read as follows: 


§ 2.111 Filing petition for cancellation. 


(c)(1) The petition must be accompanied by the required fee for 
each class in the registration for which cancellation is sought (see 
§ 2.6). If the fee submitted is insufficient for a cancellation against 
all of the classes in the registration, and the particular class or 
classes against which the cancellation is filed are not specified, the 
Office will issue a written notice allowing petitioner a set time in 
which to submit the required fees(s) (provided that the five-year 
period, if applicable, has not expired) or to specify the class or 
classes sought to be cancelled. If the required fee(s) is not 
submitted, or the specification made, within the time set in the 
notice, the cancellation will be presumed to be against the class or 
classes in ascending order, beginning with the lowest numbered 
class, and including the number of classes in the registration for 
which the fees submitted are sufficient to pay the fee due for each 
class. 


38. Amend § 2.146 by revising paragraph (d) and by adding 
paragraphs (i) and (j) to read as follows: 


§ 2.146 Petitions to the Commissioner. 


(d) A petition must be filed within two months of the mailing date 
of the action from which relief is requested, unless a different 
deadline is specified elsewhere in this chapter. 


(i) Where a petitioner seeks to reactivate an application or 
registration that was abandoned or cancelled because papers were 
lost or mishandled, the Commissioner may deny the petition if the 
petitioner was not diligent in checking the status of the application 
or registration. To be considered diligent, the applicant must check 
the status of the application or registration within one year of the 
last filing or receipt of a notice from the Office for which further 
action by the Office is expected. 


(j) If the Commissioner denies a petition, the petitioner may 
request reconsideration, if the petitioner: 


(1) Files the request within two months of the mailing date of the 
decision denying the petition; and 


(2) Pays a second petition fee under § 2.6. 
39. Revise § 2.151 to read as follows: 
§ 2.151 Certificate. 


When the Office determines that a mark is registrable, a certificate 
will be issued stating that the applicant is entitled to registration on 
the Principal Register or on the Supplemental Register. The 
certificate will state the date on which the application for regis- 
tration was filed in the Office, the act under which the mark is 
registered, the date of issue, and the number of the registration. A 
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reproduction of the mark and pertinent data from the application 
will be sent with the certificate. A notice of the requirements of 
section 8 of the Act will accompany the certificate. 


40. Revise § 2.155 to read as follows: 
§ 2.155 Notice of publication. 


The Office will send the registrant a notice of publication of the 
mark and of the requirement for filing the affidavit or declaration 
required by section 8 of the Act. 


41. Revise § 2.156 to read as follows: 
§ 2.156 Not subject to opposition; subject to cancellation. 


The published mark is not subject to opposition, but is subject to 
petitions to cancel as specified in § 2.111 and to cancellation for 
failure to file the affidavit or declaration required by section 8 of 
the Act. 


42. Add § 2.160 to read as follows: 


§ 2.160 Affidavit or declaration of continued use or excusable 
nonuse required to avoid cancellation of registration. 


(a) During the following time periods, the owner of the registration 
must file an affidavit or declaration of continued use or excusable 
nonuse, or the registration will be cancelled: 


(1)(i) For registrations issued under the Trademark Act of 1946, on 
or after the fifth anniversary and no later than the sixth anniversary 
after the date of registration; or 


(ii) For registrations issued under prior Acts, on or after the fifth 
anniversary and no later than the sixth anniversary after the date of 
publication under section 12(c) of the Act; and 


(2) For all registrations, within the year before the end of every 
ten-year period after the date of registration. 


(3) The affidavit or declaration may be filed within a grace period 
of six months after the end of the deadline set forth in paragraphs 
(a)(1) and (a)(2) of this section, with payment of the grace period 
surcharge required by section 8(c)(1) of the Act and § 2.6. 


(b) For the requirements for the «fidavit or declaration, see § 
2.161. 


43. Revise § 2.161 to read as follows: 


§ 2.161 Requirements for a complete affidavit or declaration of 
continued use or excusable nonuse. 


A complete affidavit or declaration under section 8 of the Act must: 
(a) Be filed by the owner within the period set forth in § 2.160(a); 


(b) Include a statement that is signed and verified (sworn to) or 
supported by a declaration under § 2.20 by a person properly 
authorized to sign on behalf of the owner, attesting to the 
continued use or excusable nonuse of the mark within the period 
set forth in section 8 of the Act. The verified statement must be 
executed on or after the beginning of the filing period specified in 
§ 2.160(a). A person who is properly authorized to sign on behalf 
of the owner is: 


(1) a person with legal authority to bind the owner; or 


(2) a person with firsthand knowledge of the facts and actual or 
implied authority to act on behalf of the owner; or 


(3) an attorney as defined in § 10.1(c) of this chapter who has an 
actual or implied written or verbal power of attorney from the 


owner. 


(c) Include the registration number; 
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(d)(1) Include the fee required by § 2.6 for each class of goods or 
services that the affidavit or declaration covers; 


(2) If the affidavit or declaration is filed during the grace period 
under section 8(c)(1) of the Act, include the late fee per class 
required by § 2.6; 


(3) If at least one fee is submitted for a multi-class registration, but 
the class(es) to which the fee(s) should be applied are not 
specified, the Office will issue a notice requiring either the 
submission of additional fee(s) or an indication of the class(es) to 
which the original fee(s) should be applied. Additional fee(s) may 
be submitted if the requirements of § 2.164 are met. If the required 
fee(s) are not submitted and the class(es) to which the original 
fee(s) should be applied are not specified, the Office will presume 
that the fee(s) cover the classes in ascending order, beginning with 
the lowest numbered class; 


(e)(1) Specify the goods or services for which the mark is in use 
in commerce, and/or the goods or services for which excusable 
nonuse is claimed under § 2.161(f)(2); 


(2) If the affidavit or declaration covers less than all the goods or 
services, or less than all the classes in the registration, specify the 
goods or services being deleted from the registration; 


(f)(1) State that the registered mark is in use in commerce on or in 
connection with the goods or services in the registration; or 


(2) If the registered mark is not in use in commerce on or in 
connection with all the goods or services in the registration, set 
forth the date when use of the mark in commerce stopped and the 
approximate date when use is expected to resume; and recite facts 
to show that nonuse as to those goods or services is due to special 
circumstances that excuse the nonuse and is not due to an intention 
to abandon the mark; 


(g) Include a specimen showing current use of the mark for each 
class of goods or services, unless excusable nonuse is claimed 
under § 2.161(f)(2). The specimen must: 


(1) Show the mark as actually used on or in connection with the 
goods or in the sale or advertising of the services. A photocopy or 
other reproduction of the specimen showing the mark as actually 
used is acceptable. However, a photocopy that merely reproduces 
the registration certificate is not a proper specimen; 


(2) Be flat and no larger than 8 1/2 inches (21.6 cm.) wide by 11.69 
inches (29.7 cm.) long. If a specimen exceeds these size require- 
ments (a “bulky specimen”), the Office will create a facsimile of 
the specimen that meets the requirements of the rule (i.e., is flat 
and no larger than 8 1/2 inches (21.6 cm.) wide by 11.69 inches 
(29.7 cm.) long) and put it in the file wrapper; 


(h) If the registrant is not domiciled in the United States, the 
registrant must list the name and address of a United States 
resident upon whom notices or process in proceedings affecting the 
registration may be served. 


44. Revise § 2.162 to read as follows: 

§ 2.162 Notice to registrant. 

When a certificate of registration is originally issued, the Office 
includes a notice of the requirement for filing the affidavit or 
declaration of use or excusable nonuse under section 8 of the Act. 
However the affidavit or declaration must be filed within the time 
period required by section 8 of the Act even if this notice is not 
received. 

45. Revise § 2.163 to read as follows: 


§ 2.163 Acknowledgment of receipt of affidavit or declaration. 


The Office will issue a notice as to whether an affidavit or 
declaration is acceptable, or the reasons for refusal. 
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(a) If the owner of the registration filed the affidavit or declaration 
within the time periods set forth in section 8 of the Act, 
deficiencies may be corrected if the requirements of § 2.164 are 
met. 


(b) A response to the refusal must be filed within six months of the 
mailing date of the Office action, or before the end of the filing 
period set forth in section 8(a) or section 8(b) of the Act, 
whichever is later. If no response is filed within this time period, 
the registration will be cancelled. 


46. Revise § 2.164 to read as follows: 
§ 2.164 Correcting deficiencies in affidavit or declaration. 


(a) If the owner of the registration files an affidavit or declaration 
within the time periods set forth in section 8 of the Act, 
deficiencies may be corrected, as follows: 


(1) Correcting deficiencies in affidavits or declarations timely filed 
within the periods set forth in sections 8(a) and 8(b) of the Act. If 
the owner timely files the affidavit or declaration within the 
relevant filing period set forth in section 8(a) or section 8(b) of the 
Act, deficiencies may be corrected before the end of this filing 
period without paying a deficiency surcharge. Deficiencies may be 
corrected after the end of this filing period with payment of the 
deficiency surcharge required by section 8(c)(2) of the Act and § 
2.6. 


(2) Correcting deficiencies in affidavits or declarations filed during 
the grace period. If the affidavit or declaration is filed during the 
six-month grace period provided by section 8(c)(1) of the Act, 
deficiencies may be corrected before the expiration of the grace 
period without paying a deficiency surcharge. Deficiencies may be 
corrected after the expiration of the grace period with payment of 
the deficiency surcharge required by section 8(c)(2) of the Act and 
§ 2.6. 


(b) If the affidavit or declaration is not filed within the time periods 
set forth in section 8 of the Act, or if it is filed within that period 
by someone other than the owner, the registration will be can- 
celled. These deficiencies cannot be cured. 


47. Revise § 2.165 to read as follows: 
§ 2.165 Petition to Commissioner to review refusal. 


(a) A response to the examiner’s initial refusal to accept an 
affidavit or declaration is required before filing a petition to the 
Commissioner, unless the examiner directs otherwise. See § 
2.163(b) for the deadline for responding to an examiner’s Office 
action. 


(b) If the examiner maintains the refusal of the affidavit or 
declaration, a petition to the Commissioner to review the action 
may be filed. The petition must be filed within six months of the 
mailing date of the action maintaining the refusal, or the Office 
will cancel the registration and issue a notice of the cancellation 


(c) A decision by the Commissioner is necessary before filing an 
appeal or commencing a civil action in any court. 


48. Revise § 2.166 to read as follows: 


§ 2.166 Affidavit of continued use or excusable nonuse com- 
bined with renewal application. 


An affidavit or declaration under section 8 of the Act and a renewal 
application under section 9 of the Act may be combined into a 
single document, provided that the document meets the require- 
ments of both sections 8 and 9 of the Act 


49. Amend § 2.167 by revising paragraph (c) to read as follows: 


§ 2.167 Affidavit or declaration under section 15. 
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(c) Recite the goods or services stated in the registration on or in 
connection with which the mark has been in continuous use in 
commerce for a period of five years after the date of registration or 
date of publication under section 12(c) of the Act, and is still in use 
in commerce; 


xx kk * 
50. Revise § 2.168 to read as follows: 


§ 2.168 Affidavit or declaration under section 15 combined 
with affidavit or declaration under section 8, or with renewal 
application. 


(a) The affidavit or declaration filed under section 15 of the Act 
may also be used as the affidavit or declaration required by section 
8, if the affidavit or declaration meets the requirements of both 
sections 8 and 15. 


(b) The affidavit or declaration filed under section 15 of the Act 
may be combined with an application for renewal of a registration 
under section 9 of the Act, if the requirements of both sections 9 
and 15 are met. 


51. Amend § 2.173 by revising the heading and paragraph (a) to 
read as follows: 


§ 2.173 Amendment of registration. 


(a) The registrant may apply to amend the registration or to 
disclaim part of the mark in the registration. A written request 
specifying the amendment or disclaimer must be submitted. The 
request must be signed by the registrant and verified or supported 
by a declaration under § 2.20, and accompanied by the required 
fee. If the amendment involves a change in the mark, a new 
specimen showing the mark as used on or in connection with the 
goods or services, and a new drawing of the amended mark, must 
be submitted. The certificate of registration or, if the certificate is 
lost or destroyed, a certified copy of the certificate, must also be 
submitted. The registration as amended must still contain regis- 
trable matter, and the mark as amended must be registrable as a 
whole. An amendment or disclaimer must not materially alter the 
character of the mark. 


52. Amend § 2.181 by revising paragraph (a) to read as follows: 
§ 2.181 Term of original registrations and renewals. 


(a)(1) Subject to the provisions of section 8 of the Act requiring an 
affidavit or declaration of continued use or excusable nonuse, 
registrations issued or renewed prior to November 16, 1989, 
whether on the Principal Register or on the Supplemental Register, 
remain in force for twenty years from their date of issue or the date 
of renewal, and may be further renewed for periods of ten years, 
unless previously cancelled or surrendered. 


(2) Subject to the provisions of section 8 of the Act requiring an 
affidavit or declaration of continued use or excusable nonuse, 
registrations issued or renewed on or after November 16, 1989, 
whether on the Principal Register or on the Supplemental Register, 
remain in force for ten years from their date of issue or the date of 
renewal, and may be further renewed for periods of ten years, 
unless previously cancelled or surrendered. 


keekER 

53. Revise § 2.182 to read as follows: 

§ 2.182 Time for filing renewal application. 

An application for renewal must be filed within one year before the 
expiration date of the registration, or within the six-month grace 
period after the expiration date of the registration. If no renewal 


application is filed within this period, the registration will expire. 


54. Revise § 2.183 to read as follows: 
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§ 2.183 Requirements for a complete renewal application. 
A complete renewal application must include: 


(a) A request for renewal of the registration, signed by the 
registrant or the registrant’s representative; 


(b) The fee required by § 2.6 for each class; 


(c) The additional fee required by § 2.6 for each class if the 
renewal application is filed during the six-month grace period set 
forth in section 9(a) of the Act; 


(d) If the registrant is not domiciled in the United States, the name 
and address of a United States resident on whom notices or process 
in proceedings affecting the registration may be served; and 


(e) If the renewal application covers less than all the goods or 
services in the registration, a list of the particular goods or services 
to be renewed. 


(f) If at least one fee is submitted for a multi-class registration, but 
the class(es) to which the fee(s) should be applied are not 
specified, the Office will issue a notice requiring either the 
submission of additional fee(s) or an indication of the class(es) to 
which the original fee(s) should be applied. Additional fee(s) may 
be submitted if the requirements of § 2.185 are met. If the required 
fee(s) are not submitted and the class(es) to which the original 
fee(s) should be applied are not specified, the Office will presume 
that the fee(s) cover the classes in ascending order, beginning with 
the lowest numbered class. 


55. Revise § 2.184 to read as follows: 
§ 2.184 Refusal of renewal. 


(a) If the renewal application is not acceptable, the Office will 
issue a notice stating the reason(s) for refusal. 


(b) A response to the refusal of renewal must be filed within six 
months of the mailing date of the Office action, or before the 
expiration date of the registration, whichever is later, or the 
registration will expire. 


(c) If the renewal application is not filed within the time periods set 
forth in section 9(a) of the Act, the registration will expire. 


56. Add § 2.185 to read as follows: 
§ 2.185 Correcting deficiencies in renewal application. 


(a) If the renewal application is filed within the time periods set 
forth in section 9(a) of the Act, deficiencies may be corrected, as 
follows: 


(1) Correcting deficiencies in renewal applications filed within one 
year before the expiration date of the registration. If the renewal 
application is filed within one year before the expiration date of the 
registration, deficiencies may be corrected before the expiration 
date of the registration without paying a deficiency surcharge. 
Deficiencies may be corrected after the expiration date of the 
registration with payment of the deficiency surcharge required by 
section 9(a) of the Act and § 2.6. 


(2) Correcting deficiencies in renewal applications filed during the 
grace period. If the renewal application is filed during the 
six-month grace period, deficiencies may be corrected before the 
expiration of the grace period without paying a deficiency sur- 
charge. Deficiencies may be corrected after the expiration of the 
grace period with payment of the deficiency surcharge required by 
section 9(a) of the Act and § 2.6. 


(b) If the renewal application is not filed within the time periods 
set forth in section 9(a) of the Act, the registration will expire. This 
deficiency cannot be cured. 


57. Add § 2.186 to read as follows: 


U.S. PATENT AND TRADEMARK OFFICE 


1243 TMOG 955 
(294) 


§ 2.186 Petition to Commissioner to review refusal of renewal. 


(a) A response to the examiner’s initial refusal of the renewal 
application is required before filing a petition to the Commis- 
sioner, unless the examiner directs otherwise. See § 2.184(b) for 
the deadline for responding to an examiner’s Office action. 


(b) If the examiner maintains the refusal of the renewal applica- 
tion, a petition to the Commissioner to review the refusal may be 
filed. The petition must be filed within six months of the mailing 
date of the Office action maintaining the refusal, or the renewal 
application will be abandoned and the registration will expire. 


(c) A decision by the Commissioner is necessary before filing an 
appeal or commencing a civil action in any court. 


PART 3 - ASSIGNMENT, RECORDING AND RIGHTS OF 
ASSIGNEE 


58. The authority citation for part 3 continues to read as follows: 
Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 
59. Revise § 3.16 to read as follows: 


§ 3.16 Assignability of trademarks prior to filing of an 
allegation of use. 


Before an allegation of use under either 15 U.S.C. 1051(c) or 15 
U.S.C. 1051(d) is filed, an applicant may only assign an applica- 
tion to register a mark under 15 U.S.C. 1051(b) to a successor to 
the applicant’s business, or portion of the business to which the 
mark pertains, if that business is ongoing and existing. 


60. Amend § 3.24 by revising the heading to read as follows: 


§ 3.24 Requirements for documents and cover sheets relating 
to patents and patent applications. 


***e * * 


61. Add § 3.25 to read as follows: 


§ 3.25 Recording requirements for trademark applications and 
registrations. 


(a) Documents affecting title. To record documents affecting title 
to a trademark application or registration, a legible cover sheet (see 
§ 3.31) and one of the following must be submitted: 


(1) The original document; 
(2) A copy of the document; 


(3) A copy of an extract from the document evidencing the effect 
on title; or 


(4) A statement signed by both the party conveying the interest and 
the party receiving the interest explaining how the conveyance 
affects title. 


(b) Name changes. Only a legible cover sheet is required (See § 
3.31). 


(c) All documents. All documents submitted to the Office should 
be on white and non-shiny paper that is no larger than 8 1/2 x 14 
inches (21.6 x 33.1 cm.) with a one-inch (2.5 cm) margin on all 
sides. Only one side of each page should be used. 


62. Revise § 3.28 to read as follows: 
§ 3.28 Requests for recording. 


Each document submitted to the Office for recording must include 
at least one cover sheet as specified in § 3.31 referring either to 
those patent applications and patents, or to those trademark 
applications and registrations, against which the document is to be 
recorded. If a document to be recorded includes interests in, or 
transactions involving, both patents and trademarks, separate 
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patent and trademark cover sheets should be submitted. Only one 
set of documents and cover sheets to be recorded should be filed. 
If a document to be recorded is not accompanied by a completed 
cover sheet, the document and the incomplete cover sheet will be 
returned pursuant to § 3.51 for proper completion. The document 
and a completed cover sheet should be resubmitted. 


63. Amend § 3.31 by revising paragraphs (a) and (b) and by adding 
paragraphs (d) and (e) to read as follows: 


§ 3.31 Cover sheet content. 


(a) Each patent or trademark cover sheet required by § 3.28 must 
contain: 


(1) The name of the party conveying the interest; 
(2) The name and address of the party receiving the interest; 


(3) A description of the interest conveyed or transaction to be 
recorded; 


(4) Identification of the interests involved: 


(i) For trademark assignments and trademark name changes: Each 
trademark registration number and each trademark application 
number, if known, against which the Office is to record the 
document. If the trademark application number is not known, a 
copy of the application or a reproduction of the trademark must be 
submitted, along with an estimate of the date that the Office 
received the application, or 


(ii) For any other document affecting title to a trademark or patent 
application, registration or patent: Each trademark or patent 
application number or each trademark registration number or 
patent against which the document is to be recorded, or an 
indication that the document is filed together with a patent 
application; 


(5) The name and address of the party to whom correspondence 
concerning the request to record the document should be mailed; 


(6) The date the document was executed; 


(7) An indication that the assignee of a trademark application or 
registration who is not domiciled in the United States has 
designated a domestic representative (see § 3.61); and 


(8) The signature of the party submitting the document. 


(b) A cover sheet should not refer to both patents and trademarks, 
since any information, including information about pending patent 
applications, submitted with a request for recordation of a docu- 
ment against a trademark application or trademark registration will 
become public record upon recordation. 


*e* &* * 


(d) Each trademark cover sheet required by § 3.28 seeking to 
record a document against a trademark application or registration 
should include, in addition to the serial number or registration 
number of the trademark, identification of the trademark or a 
description of the trademark, against which the Office is to record 
the document. 


(e) Each patent or trademark cover sheet required by § 3.28 should 
contain the number of applications, patents or registrations iden- 
tified in the cover sheet and the total fee. 


PART 6 - CLASSIFICATION OF GOODS AND SERVICES 
UNDER THE TRADEMARK ACT 


64. The authority citation for part 6 continues to read as follows: 


Authority: 15 U.S.C. 1112, 1123; 35 U.S.C. 6, unless otherwise 
noted. 


65. Revise § 6.1 to read as follows: 
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§ 6.1 International schedule of classes of goods and services. 
GOODS 


1. Chemicals used in industry, science and photography, as well as 
in agriculture, horticulture and forestry; unprocessed artificial 
resins; unprocessed plastics; manures; fire extinguishing compo- 
sitions; tempering and soldering preparations; chemical substances 
for preserving foodstuffs; tanning substances; adhesives used in 
industry. 

2. Paints, varnishes, lacquers; preservatives against rust and 
against deterioration of wood; colorants; mordants; raw natural 
resins; metals in foil and powder form for painters, decorators, 
printers and artists. 


3. Bleaching preparations and other substances for laundry use; 
cleaning, polishing, scouring and abrasive preparations; soaps; 
perfumery, essential oils, cosmetics, hair lotions; dentifrices. 


4. Industrial oils and greases; lubricants; dust absorbing, wetting 
and binding compositions; fuels (including motor spirit) and 
illuminants; candles, wicks. 


5. Pharmaceutical, veterinary, and sanitary preparations; dietetic 
substances adapted for medical use, food for babies; plasters, 
materials for dressings; material for stopping teeth, dental wax; 
disinfectants; preparations for destroying vermin; fungicides, her- 
bicides. 


6. Common metals and their alloys; metal building materials; 
transportable buildings of metal; materials of metal for railway 
tracks; nonelectric cables and wires of common metal; ironmon- 
gery, small items of metal hardware; pipes and tubes of metal; 
safes; goods of common metal not included in other classes; ores. 


7. Machines and machine tools; motors and engines (except for 
land vehicles); machine coupling and transmission components 
(except for land vehicles); agricultural implements other than 
hand-operated; incubators for eggs. 


8. Hand tools and implements (hand-operated); cutlery; side arms; 
razors. 


9. Scientific, nautical, surveying, electric, photographic, cinemato- 
graphic, optical, weighing, measuring, signalling, checking (super- 
vision), life-saving and teaching apparatus and instruments; appa- 
ratus for recording, transmission or reproduction of sound or 
images; magnetic data carriers, recording discs; automatic vending 
machines and mechanisms for coin operated apparatus; cash 
registers, calculating machines, data processing equipment and 
computers; fire extinguishing apparatus. 


10. Surgical, medical, dental, and veterinary apparatus and instru- 
ments, artificial limbs, eyes, and teeth; orthopedic articles; suture 
materials. 


11. Apparatus for lighting, heating, steam generating, cooking, 
refrigerating, drying, ventilating, water supply, and sanitary pur- 
poses. 


12. Vehicles; apparatus for locomotion by land, air, or water. 
13. Firearms; ammunition and projectiles; explosives; fireworks. 


14. Precious metals and their alloys and goods in precious metals 
or coated therewith, not included in other classes; jewelry, precious 
stones; horological and chronometric instruments. 


15. Musical instruments. 


16. Paper, cardboard and goods made from these materials, not 
included in other classes; printed matter; bookbinding material; 
photographs; stationery; adhesives for stationery or household 
purposes; artists’ materials; paint brushes; typewriters and office 
requisites (except furniture); instructional and teaching material 
(except apparatus); plastic materials for packaging (not included in 
other classes); playing cards; printers’ type; printing blocks. 
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17. Rubber, gutta-percha, gum, asbestos, mica and goods made 
from these materials and not included in other classes; plastics in 
extruded form for use in manufacture; packing, stopping and 
insulating materials; flexible pipes, not of metal. 


18. Leather and imitations of leather, and goods made of these 
materials and not included in other classes; animal skins, hides; 
trunks and travelling bags; umbrellas, parasols and walking sticks; 
whips, harness and saddlery. 


19. Building materials (non-metallic); nonmetallic rigid pipes for 
building; asphalt, pitch and bitumen; nonmetallic transportable 
buildings; monuments, not of metal. 


20. Furniture, mirrors, picture frames; goods (not included in other 
classes) of wood, cork, reed, cane, wicker, horn, bone, ivory, 
whalebone, shell, amber, mother-of-pearl, meerschaum and sub- 
stitutes for all these materials, or of plastics. 


21. Household or kitchen utensils and containers (not of precious 
metal or ccated therewith); combs and sponges; brushes (except 
paint brushes); brush-making materials; articles for cleaning pur- 
poses; steel-wool; unworked or semi-worked glass (except glass 
used in building); glassware, porcelain and earthenware not 
included in other classes. 


22. Ropes, string, nets, tents, awnings, tarpaulins, sails, sacks and 
bags (not included in other classes); padding and stuffing materials 
(except of rubber or plastics); raw fibrous textile materials. 


23. Yarns and threads, for textile use. 


24. Textiles and textile goods, not included in other classes; beds 
and table covers. 


25. Clothing, footwear, headgear. 


26. Lace and embroidery, ribbons and braid; buttons, hooks and 
eyes, pins and needles; artificial flowers. 


27. Carpets, rugs, mats and matting, linoleum and other materials 
for covering existing floors; wall hangings (non-textile). 


28. Games and playthings; gymnastic and sporting articles not 
included in other classes; decorations for Christmas trees. 


29. Meat, fish, poultry and game; meat extracts; preserved, dried 
and cooked fruits and vegetables; jellies, jams, fruit sauces; eggs, 
milk and milk products; edible oils and fats. 
30. Coffee, tea, cocoa, sugar, rice, tapioca, sago, artificial coffee; 
flour and preparations made from cereals, bread, pastry and 
confectionery, ices; honey, treacle; yeast, baking powder; salt, 
mustard; vinegar, sauces (condiments); spices; ice. 
31. Agricultural, horticultural and forestry products and grains not 
included in other classes; live animals; fresh fruits and vegetables; 
seeds, natural plants and flowers; foodstuffs for animals; malt. 
32. Beers; mineral and aerated waters and other nonalcoholic 
drinks; fruit drinks and fruit juices; syrups and other preparations 
for making beverages. 
33. Alcoholic beverages (except beers). 
34. Tobacco; smokers’ articles; matches. 

SERVICES 


35. Advertising; business management, business administration; 
office functions. 


36. Insurance; financial affairs; monetary affairs; real estate affairs. 
37. Building construction; repair; installation services. 


38. Telecc 


ications. 





39. Transport; packaging and storage of goods; travel arrangement. 
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40. Treatment of materials. 


41. Education; providing of training; entertainment; sporting and 
cultural activities. 


42. Providing of food and drink; temporary accommodation; 
medical, hygienic and beauty care; veterinary and agricultural 
services; legal services; scientific and industrial research; com- 
puter programming; services that cannot be classified in other 

classes. 
Aug. 30, 1999 Q. TODD DICKINSON 
Acting Assistant Secretary of 
Commerce and Acting Commissioner of 
Patents and Trademarks 
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(295) Point-of-Sale Check Conversion Pilot Program 


The Patent and Trademark Office (PTO) is participating in the U.S. 
Department of the Treasury’s Point-of-Sale (POS) Check Conver- 
sion pilot program for certain fee collection activities. The method 
of payments accepted under 37 CFR 1.23 are net changed by this 
notice. Those customers paying in person by checks other than 
cashier’s or certified checks may be affected by the POS Check 
Conversion program. The following educational signage will be 
conspicuously displayed at all POS Check Conversion locations: 


This Federal Agency now uses electronic Point-of-Sale Check 
Conversion. Check Conversion uses the information pre-printed 
on your check to initiate an electronic debit from your checking 
account. This debit will be posted to your checking account within 


. one business day and will appear on your next account statement 


as an electronic payment to this Agency. 


To perform Check Conversion, the clerk will run your check 
through a device that can read your account information from the 
check. You will be asked to sign a form authorizing the Agency to 
electronically debit the amount of the transac tion from your 
account. The clerk will stamp your check as “Void - Processed by 
Electronic Funds Transfer” and will return your check, authoriza- 
tion and receipt to you. 


The POS Check Conversion pilot will be used in the Patent Search 
Libraries, Patent Search Image Retrieval Facility, Office of Elec- 
tronic Information Products, Office of Public Records, and Trade- 
mark Search Library. The POS Check Conversion program is one 
component of the long-term PTO commitment to enhance financial 
management practices in order to fulfill its fiduciary obligations to 
its many customers. The POS Check Conversion program will 
reduce the processing and collection costs associated with returned 
“unpaid” checks. Customers who do not wish to participate in the 
POS Check Conversion program may submit a method of payment 
other than a check in accordance with 37 CFR 1.23, including 
credit card and cash payments. Questions or comments concerning 
this notice should be forwarded to Matthew Lee by telephone at 
(703) 305-8051, by e-mail at matthew.leeuspto.gov, or by fax at 
(703) 305-8007. 
Sep. 22, 1999 Q. TODD DICKINSON 
Acting Assistant Secretary of 
Commerce and Acting Commissioner of 
Patents and Trademarks 
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(296) DEPARTMENT OF COMMERCE 
Trademark Office 


Patent 


37 CFR Part 2 
[Docket No. 990401084-9227-02] 
RIN 0651-AB00 


Trademark Law Treaty Implementation Act Changes; 
Correction 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Final rule; correction. 
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SUMMARY: The Patent and Trademark Office published in the 
Federal Register of September 8, 1999, (64 FR 48900) a final rule 
amending its rules to implement the Trademark Law Treaty 
Implementation Act of 1998 and to otherwise simplify and clarify 
procedures for registering trademarks, and for maintaining and 
renewing trademark registrations. This document corrects four 
typographical errors in the final rule. 


DATES: Effective on October 30, 1999. 


FOR FURTHER INFORMATION CONTACT: Mary Hannon, 
Office of Assistant Commissioner for Trademarks, by telephone at 
(703) 308-8910, extension 137; by facsimile transmission ad- 
dressed to her at (703) 308-9395; or by mail marked to her 
attention and addressed to Assistant Commissioner for Trade- 
marks, 2900 Crystal Drive, Arlington, Virginia 22202-3513. 


SUPPLEMENTARY INFORMATION: The Patent and Trade- 
mark Office published a final rule in the Federal Register of 


September 8, 1999, (64 FR 48900) entitled “Trademark Law 
Treaty Implementation Act Changes.” This document amends 37 
CFR 2.76(b)(1), 2.88(b)(1), 2.89(a)(3), and 2.89(b)(3) to correct a 
cross-reference. Specifically, these sections are amended to refer to 
“Sec. 2.33(a)” rather than “Sec. 2.33(a)(2).” 


In rule FR Doc. 99-22957, published on September 8, 1999, (64 
FR 48900), make the following corrections: 


Sec. 2.76 [Corrected] 


1. On page 48922, in the third column, in Sec. 2.76, in 
paragraph (b)(1) introductory text, in line 5, correct “Sec. 
2.33(a)(2)” to read “Sec. 2.33(a)”. 


Sec. 2.88 [Corrected] 


2. On page 48923, in the second column, in Sec. 2.88, in 
paragraph (b)(1) introductory text, in line 3 from the top of the 
column, correct “Sec. 2.33(a)(2)” to read “Sec. 2.33(a)”. 


Sec. 2.89 [Corrected] 


3. On page 48923, in the third column, in Sec. 2.89, in 
paragraph (a)(3), in line 2 from the top of the column, correct “Sec. 
2.33(a)(2)” to read “Sec. 2.33(a)”. 


4. On page 48923, in the third column, in Sec. 2.89, in 
paragraph (b)(3), in line 5, correct “Sec. 2.33(a)(2)” to read “Sec. 
2.33(a)”. 


September 17, 1999 ALBIN F. DROST 


Acting Solicitor 
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Changes To Requirements For 
Petitions To The Commissioner In 


Trademark Cases Effective Date: October 30, 1999 


This notices discusses changes to the requirements for filing 
petitions to revive under Trademark Rule 2.66, 37 C.F.R. §2.66, 
and petitions to the Commissioner under Trademark Rule 2.146, 
37 C.ER. §2.146, effective October 30, 1999. 
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B. Where the Unintentional Delay Standard Applies 


C. Where the Unintentional Delay Standard Does Not Apply 
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Il. Deadlines for Filing Petitions 

Ill. Due Diligence 

IV. Requests for Reconsideration 

I. PETITIONS TO REVIVE ABANDONED APPLICATIONS 


Effective October 30, 1999, §§$1(d)(4) and 12(b) of the Trademark 
Act, 15 U.S.C. §§1051(d)(4) and 1062(b), and Trademark Rule 
2.66, 37 C.F.R.§2.66, provide for revival of an abandoned appli- 
cation where the delay in responding to an Office action or notice 
of allowance was unintentional. A showing of “unavoidable delay” 
is no longer required. All petitions to revive that are pending or 
filed on or after October 30, 1999, will be reviewed under the 
unintentional delay standard. 


A. Requirements for Petitions to Revive 


1. Requirements for Petition to Revive Application Abandoned for 
Failure to Timely Respond to Examining Attorney's Office Action 


The procedural requirements for filing a petition to revive an 
application abandoned for failure to respond to an examining 
attorney’s Office action are listed in 37 C.F.R. §2.66(b). The 
petition must include all of the following: 


(1) The petition fee required by 37 C.F.R. §2.6; 


(2) A statement, signed by someone with firsthand knowledge of 
the facts, that the delay in filing the response on or before the due 
date was unintentional; 


(3) Unless the applicant alleges that it did not receive the Office 
action, the applicant’s proposed response to the Office action. The 
response should be on a separate paper from the petition. 


2. Requirements for Petition to Revive Application Abandoned for 
Failure to File a Statement of Use - Notice of Allowance Received 


The procedural requirements for filing a petition to revive an 
application abandoned for failure to respond to a notice of 
allowance are listed in 37 C.F.R. §2.66(c). If the applicant received 
the notice of allowance, the petition must include all of the 
following: 


(1) The petition fee required by 37 C.F.R. §2.6; 


(2) A statement, signed by someone with firsthand knowledge of 
the facts, that the delay in filing the statement of use (or request for 
extension of time to file a statement of use) on or before the due 
date was unintentional; 


(3) Either a statement of use under 37 C.F.R. §2.88 or a request 
for an extension of time to file a statement of use under 37 C.F.R. 
§2.89; and 


(4) The required fees for the number of requests for extensions 
of time to file a statement of use that the applicant should have 
filed under 37 C.F.R. §2.89 if the application had never been 
abandoned. 


Example: For example, if a notice of allowance was issued June 
14, 1998, and a petition to revive was filed August 1, 1999, the 
petition should be accompanied by: (a) either a statement of use or 
request for an extension of time to file a statement of use, together 
with the required filing fee; and (b) the fees for the extension 
requests due December 14, 1998 and June 14, 1999 (unless those 
fees had been previously paid). These fees are in addition to the 
petition fee. 

The Office will not grant a petition to revive an intent-to-use 
application if the grant of the petition would extend the deadline 
for filing the statement of use beyond thirty-six months after 
issuance of the notice of allowance. 15 U.S.C. §1051(d)(2); 37 
C.ER. §2.66(d). 
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Filing a petition to revive does not stay the time for filing a 
statement of use or further extension request. When a petition is 
granted, the term of the requested six-month extension that was the 
subject of the petition runs from the expiration date of the 
previously existing six-month period for filing a statement of use. 
Thus, unless a statement of use is filed with or before the petition, 
the applicant must continue to file extension requests as they 
become due during the pendency of a petition. 37 C.FR. 
§§2.66(c)(5) and 2.89(g).If the petition is denied, the fees for the 
extension requests filed during the pendency of the petition will be 
refunded. 


If the applicant fails to file a statement of use, or further request(s) 
for extension(s) of time to file a statement of use while the petition 
is pending, the applicant will be given an opportunity to perfect the 
petition by paying the fees for each missed extension request and 
filing a copy of the last extension request, or statement of use, that 
should have been filed. in re Moisture Jamzz, Inc., 47 USPQ2d 
1762 (Comm’r Pats. 1997). 


3. Requirements for Petition to Revive Application Abandoned for 
Failure to File a Statement of Use - Notice of Allowance Not 
Received 


The procedural requirements for filing a petition to revive an 
application abandoned for failure to respond to a notice of 
allowance are listed in 37 C.F.R. §2.66(c). If the applicant did not 
receive the notice of allowance, the petition must include the 
following: 


(1) The petition fee required by 37 C.F.R. §2.6; and 


(2) A statement, signed by someone with firsthand knowledge of 
the facts, that the applicant did not receive the notice of allowance, 
and that the delay in filing the statement of use (or request for 
extension of time to file a statement of use) on or before the due 
date was unintentional; 


If the applicant does not receive the notice of allowance, it is not 
necessary to file a statement of use or request for an extension of 
time to file a statement of use, or the fees for the number of 
requests for extensions of time to file a statement of use that would 
have been due if the application had never been abandoned. 37 
C.FR. §§2.66(c)(3) and (4). If the petitioner files an extension 
request with a petition that alleges nonreceipt of the notice of 
allowance, the Office will cancel the notice of allowance, refund 
the filing fee for the extension request, and forward the file to the 
Publication and Issue Section of the Office to reissue the notice of 
allowance. 


If the petitioner files a statement of use with a petition that alleges 
nonreceipt of the notice of allowance, the Office will give the 
petitioner the option of (a) having the notice of allowance 
cancelled and reissued, and the filing fee for the statement of use 
refunded; or (b) paying the additional filing fees for the extension 
requests that would have been due if the application had never 
been abandoned. 


4. Establishing Unintentional Delay Trademark Rules 2.66(b)(2) 
and (c)(2), 37 C.F-R. §§2.66(b)(2) and (c)(2), require that a 
petition to revive include a statement, signed by someone with 
firsthand knowledge of the facts, that the delay in responding to the 
Office action or notice of allowance was unintentional. This 
statement need not be verified. Generally, the Office will not 
question the authority of the person signing the statement. 


Except when alleging non-receipt of an Office action or notice of 
allowance, it is not necessary to explain the circumstances that 
caused the unintentional delay. The Office will generally not 
question the applicant’s assertion that the delay in responding to an 
Office action or notice of allowance was unintentional, and will 
grant the petition, unless there is information in the record 
indicating that the delay was in fact intentional. An example of 
intentional delay is if an applicant intentionally decides to refrain 
from filing a response or intent-to-use document because it no 
longer wants to pursue registration of the mark, only to later decide 
that it does. — = 
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B. Where the Unintentional Delay Standard Applies 


Trademark Rule 2.66 applies only to the “failure” to respond to an 
Office action or notice of allowance, including the failure to meet 
minimum filing requirements for a statement of use or request for 
an extension of time to file a statement of use. 


The minimum filing requirements for a statement of use are set 
forth in Trademark Rule 2.88(e), 37 C.F.R. §2.88(e): (1) the fee for 
at least a single class of goods or services; (2) at least one 
specimen or facsimile of the mark as used in commerce; and (3) a 
verification or declaration signed by the applicant stating that the 
mark is in use in commerce. 


The minimum filing requirements for a request for extension of 
time to file a statement of use are: (1) a verified statement that the 
applicant has a continued bona fide intention to use the mark in 
commerce; (2) a specification of the goods or services on or in 
connection with which the applicant has a continued bona fide 
intention to use the mark in commerce; and (3) payment of the 
prescribed fee for at least one class of goods or services. In re El 
Taurino Restaurant, Inc., 41 USPQ2d 1220, 1222 (Comm’r Pats. 
1996). 


An applicant who fails to meet the minimum filing requirements 
for a statement of use or request for an extension of time to file a 
statement of use has, in effect, not filed the statement of use or 
extension request. Therefore, if the failure to meet the minimum 
filing requirements was unintentional, the applicant may file a 
petition to revive under Trademark Rule 2.66. (Note: If a statement 
of use is timely filed and meets the minimum filing requirements 
that a statement of use must meet before it can be sent to an 
examining attorney for examination under Trademark Rule 
2.88(e), Trademark Rule 2.66 does not apply. Therefore, Trade- 
mark Rule 2.66 does not apply to an application abandoned due to 
an examining attorney’s refusal of registration on the ground that 
the applicant did not meet statutory requirements before expiration 
of the time for filing the statement of use (e.g., because the 
specimen(s) is unacceptable or the statement of use was not filed 
by the owner - see TMEP §1105.05(f)(i)(A)). The applicant may 
appeal the examining attorney’s refusal of registration to the 
Trademark Trial and Appeal Board.) 


An applicant may also file a petition to revive under Trademark 
Rule 2.66 if the applicant timely files a notice of appeal from an 
examining attorney’s final refusal, but unintentionally fails to 
include the appeal fee required by §20 of the Act, 15 U.S.C. §1070. 


C. Where the Unintentional Delay Standard Does Not Apply 


1. Examining Attorney's Holding of Abandonment for Failure to 
File Complete Response to Office Action 


Trademark Rule 2.66 does not apply to the unintentional filing of 
an incomplete response to an examining attorney’s Office action. 
Incomplete responses to examining attorneys’ Office actions are 
provided for by Trademark Rule 2.65(b), 37 C.FR. §2.65(b), 
which gives the examining attorney discretion to grant an appli- 
cant additional time to respond if the applicant’s failure to file a 
complete response is inadvertent. If the examining attorney holds 
the application abandoned for failure to file a complete response to 
an Office action, the applicant may file a petition to the Commis- 
sioner to review the examining attorney's action under Trademark 
Rule 2.146, 37 C.F.R. §2.146. These petitions are decided using a 
clear error standard of review. TMEP §1112.05; In re GTE 
Education Services, 34 USPQ2d 1478 (Comm’r Pats. 1994); In re 
Legendary, Inc., 26 USPQ2d 1479 (Comm’r Pats. 1992). 


2. Registered Marks 


Trademark Rule 2.66 applies only to abandoned applications. The 
unintentional delay standard does not apply to an unintentional 
failure to respond to an Office action relating to an affidavit or 
declaration of continued use or excusable nonuse under §8 of the 
Trademark Act, 15 U.S.C. §1058, or a renewal application under 
§9 of the-Act, 15 U.S.C-§1059-In-these-situations; the registrant 
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may file a petition to the Commissioner under Trademark Rules 
2.146(aX(3) and 2.146(a)(5), 37 C.FR. §§2.146(a)(3) and 
2.146(a)(5). 


Il. DEADLINES FOR FILING PETITIONS 


Trademark Rule 2.66(a), 37 C.F.R. §2.66(a), requires that a 
petition to revive an abandoned application be filed: (1) within two 
months of the mailing date of the notice of abandonment; or (2) 
within two months of actual knowledge of the abandonment, if the 
applicant did not receive the notice of abandonment and the 
applicant was diligent in checking the status of the application. 


Trademark Rule 2.146(d), 37 C.F.R. §2.146(d), is amended to set 
a two-month time limit for filing a petition to the Commissioner on 
a matter if no deadline is set forth elsewhere in the rules for that 
type of petition. Previously the deadline for filing these petitions 
was sixty days. 


Trademark Rule 2.89(g), 37 C.F.R. §2.89(g), is amended to change 
the deadline for filing a petition from the denial of a request for an 
extension of time to file a statement of use from one month to two 
months from the mailing date of the denial of the request. 


These deadlines will be strictly enforced. 
Ill. DUE DILIGENCE 


Trademark Rules 2.66(a)(2) and 2.146(i), 37 C.F.R. §§2.66(a)(2) 
and 2.146(i), require that the applicant/registrant monitor the status 
of its pending file. If the applicant does not receive the notice of 
abandonment or the registrant does not receive the notice of 
cancellation or expiration, the petitioner must show that it dili- 
gently monitored the status. To be considered diligent, a party must 
inquire within one year of the filing or receipt of a paper for which 
further action by the Office is expected. This codifies the long- 
standing past practice of the Office. TMEP §§413 and 1704. Even 
where a petitioner can swear that papers were mailed, or that a 
notice from the Office was never received by the petitioner, the 
Office will deny the petition if the petitioner waited too long before 
investigating the problem. The rationale is that granting the 
petition would be unfair to third parties who may have searched 
Office records and relied to their detriment on information that an 
application was abandoned or that a registration was cancelled. If 
the petitioner did receive the abandonment notice or post registra- 
tion notification, a showing of due diligence is not required. Only 
the question of timeliness will be addressed. 


A party can check the status of an application or registration 
through the Trademark Status Line ((703)-305-8747), or through 
the Trademark Applications and _ Registrations Retrieval 
(TARR) database on the Office’s World Wide Web site at 
http://www.uspto.gov/go/tarr/. The party should keep notes in the 
party’s own file as to the dates of the status inquiries and the 
substance of the information learned. No further documentation is 
required. Written status inquiries are discouraged. 


IV. REQUESTS FOR RECONSIDERATION 


Effective October 30, 1999, Trademark Rules 2.66(f) and 2.146(j), 
37 C.F.R. §§2.66(f)(3) and 2.146(j), are amended to provide for 
requests for reconsideration of the denial of a petition to revive 
under Trademark Rule 2.66, or a petition to the Commissioner 
under Trademark Rule 2.146, upon payment of a second petition 
fee under Trademark Rule 2.6. A second petition fee will be 
required for any request for reconsideration reviewed on or after 
October 30, 1999. 


A request for reconsideration must be filed within two months of 
the mailing date of the decision denying the petition. 


If the petitioner presents new facts that warrant equitable relief, or 
there is a new standard of review for the petition, the Office may 
grant the petition upon request for reconsideration. However, the 
Office will generally deny the petition if the request for reconsid- 
eration merely reiterates or expands on arguments previously 
presented. 


Since contested matters must be brought to a conclusion within a 
reasonable time, the Office will grant a petition upon a second 
request for reconsideration only in those rare situations where the 


OFFICIAL GAZETTE 


Fesruary 20, 2001 


petitioner presents significant facts or evidence that was not 
previously available. /n re American National Bank and Trust 
Company of Chicago, 33 USPQ2d 1535 (Comm’r Pats. 1993). 
October 7, 1999 ROBERT M. ANDERSON 
Acting Assistant Commissioner 
for Trademarks 
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(298) Notice of Policy Change - Change in Time 
Requirement For Diligentiy Monitoring 


Trademark Applications and Registrations 


The timeliness standard for due diligence in trademark cases is 
extended to twelve months. 

On October 27, 1992, the Assistant Commissioner for Trade- 
marks announced that applicants and registrants had a duty to 
monitor the status of their pending trademark application and 
registration matters every six months. 1143 TMOG 73 (October 
27, 1992); see Trademark Manual of Examining Procedure,§ 413 
(2d ed. May 1993). In response to public comment, and effective 
immediately, the Office is extending the timeliness standard for 
due diligence to twelve months. 

The PTO generally processes applications, responses and other 
papers in the order in which they are received in the Office. In 
addition, examining attorneys are required to act on new cases 
within 14 days of receipt and amended cases within 21 days of 
receipt. Accordingly, applicants and registrants can expect to 
receive notice concerning their filings within predictable time 
periods. However, delays in processing certain types of trademark 
filings have led the Office to re-evaluate its policy regarding due 
diligence in trademark cases. 

Since it is reasonable to expect some notice from the PTO about 
a pending matter within twelve months of the filing or receipt of 
any documents, a party who has not received the expected written 
action or telephone call from the PTO within that time frame is 
considered on notice that the filing may have become lost. The 
party awaiting notification has the burden of inquiring as to the 
cause of the delay. In order to be considered diligent in the 
monitoring of applications or registrations, parties expecting 
notification from the PTO should inquire within twelve months. 
Waiting until the end of the twelve-month period is not 
recommended. Parties should inquire as soon as they suspect that 
a problem exists. 

If nothing has been received from the PTO within a twelve- 
month period, the party awaiting notification has the burden of 
inquiring as to the status. Should the status inquiry reveal that the 
relevant document is lost, or some other problem exists, a petition 
to the Commissioner, or other required action, should be filed 
within 60 days. 37 CFR § 2.146(d). Failure to act diligently and to 
follow up with the appropriate action may result in denial of the 
requested relief. 

Whenever possible, status inquiries should be made by calling 
the Trademark Status Line at (703) 305-8747. The Status Line 
provides the current status and status date of all active federal 
trademark applications and registrations, and is available from 
6:30 a.m. until midnight, Eastern Time, Monday through Friday. 
Status Line information is limited to Status Code items, e.g., 
whether or not an Office action has been mailed. 

Although written status inquiries are discouraged, they may be 
appropriate when a party has difficulty interpreting the Status Line 
information. In lieu of written status inquiries, clarification and 
additional information regarding a file may be obtained by 
contacting the Trademark Assistance Center at (703) 308-9000. 

For further information regarding this Notice, please contact 
Nancy Omelko, Administrator for Petitions, Office of the Assistant 
Commissioner for Trademarks, at (703) 308-8910, ext. 39. 
December 9, 1996 PHILIP G. HAMPTON, II 
Assistant Commissioner for Trademarks 
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(299) Responsibility to Diligently Monitor 
Trademark Applications and Registrations 

The purpose of this notice is to remind trademark applicants and 
registrants of their responsibility to monitor the status of their 
application or registration in cases where a notice or action from 
the PTO is expected; and to apprise these parties that the 
Trademark Manual of Examining Procedure, (TMEP), will be 
revised to indicate that inquiries regarding the status of pending 
matters should be made within six months of the filing or receipt 
of any document for which further action by the Office is expected. 

The 7MEP is under revision in its entirety. As a part of that 
revision, Section 411, entitled “Status Inquiries,” will be amended. 
The current language of § 411 indicates that a party awaiting 
action by the Office should file a status inquiry within eighteen 
months from the filing date of the application, or from the filing of 
a response to an Office action. This eighteen-month period was 
based on Office pendency in 1971, which was approximately 
fourteen months to mailing of the first Office action. Currently, the 
Office is mailing first actions within three months. Accordingly, the 
eighteen month period is no longer appropriate and is being 
reduced to six months to more realistically reflect Office pendency. 
Adoption of a six-month due diligence standard may have impli- 
cations with respect to filing petitions and requests for other relief. 

The Office of the Assistant Commissioner for Trademarks 
receives a number of requests to reactivate applications and 
registrations occasioned by the loss of papers mailed to or from the 
PTO. In many of these cases, the applicant or registrant may have 
proof that papers mailed to the PTO were actually received, or can 
aver that notices sent from the PTO were never received. However, 
in some of these cases the request will be denied because the party 
seeking relief has waited too long before investigating the prob- 
lem. The rationale for denial is that third parties may have relied 
to their detriment on the information available in the PTO files and 
databases that an application was abandoned or that a registration 
has been cancelled or expired. 

The PTO generally processes applications, responses and other 
papers in the order in which they are received in the Office. 
Accordingly, applicants and registrations can expect to receive 
notice concerning these filings within predictable time periods. For 
example, a party filing an application for registration should expect 
to receive a filing receipt within four to six weeks and, in most 
cases, a “first action” within four to five months of the date of 
filing. Similarly, a registrant should expect to receive a notice of 
acceptance or rejection of a Section 8 affidavit of use or excusable 
nonuse within four to five months of submission, and a notice of 
acceptance or rejection of a renewal application within two to 
three months of submission. Only in rare cases would any of these 
time periods be longer than six months. 

Since it is reasonable to expect some notice from the PTO about 
a pending matter within six months of the filing or receipt of any 
document, a party who has not received the expected written 
action or telephone call from the PTO within that time frame 
should be put on notice that the filing may have become lost. The 
party awaiting notification has the burden of inquiring as to the 
cause of the delay. In order to be considered diligent in the 
monitoring of its application or registration, the party expect- 
ing notification from the PTO should inquire within six 
months. Waiting until the end of the six-month period is not 
recommended. Parties should inquire as soon as they suspect that 
a problem exists. 
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Written status inquiries are discouraged. Whenever possible, 
status inquiries should be made by calling the Trademark Status 
Line, at (703) 305-8747 through 8752. The Status Line provides 
the current status and status date of all active federal applications 
and registrations, and is available from 6:30 a.m. until midnight, 
Eastern Time, Monday through Friday. 


Examples of Situations Requiring Diligent Action 


Applicant/registrant files an application, Section 8 affidavit, or 
Section 9 renewal application, accompanied by an acknowledg- 
ment postcard: 

(a) No acknowledgement postcard, filing receipt or other ac- 
knowledgment is received within a reasonable time. 

Diligent Action: Inquire within six months of mailing of the 
document to PTO. 

(b) Acknowledgement post card received but no filing receipt or 
other acknowledgment is received within a reasonable time. 

Diligent Action: Inquire within six months of receipt of the 
acknowledgement postcard. 

(c) A filing receipt for the application is received but no Office 
action, telephone call from the examining attorney, or notice of 
publication is received within a reasonable time. 

Diligent Action: Inquire within six months of receipt of the 
filing receipt. 

(d) A response to an Office action is mailed to the PTO but no 
further Office action, telephone call, notice of publication, or other 
acknowledgment is received within a reasonable time. 

Diligent Action: Inquire within six months of mailing of the 
response. 

(e) A notice of publication is received for an application under 
Section 1(b), 15 U.S.C. § 1051(b) but no Notice of Allowance or 
notification of potential opposition is received within a reasonable 
time. 

Diligent Action: Inquire within a six months of receipt of the 
notice of publication. 

In the event that the party discovers that its application or 
registration is no longer active, or that a required paper has not 
been received by the PTO, the applicant or registrant should 
promptly file a petition to the Commissioner or take other 
appropriate action to rectify the situation. The time limits for filing 
petitions are strictly applied. A certificate of mailing in accordance 
with Trademark Rules 1.8 or 1.10, 37 C.F.R. §§ 1.8 or 1.10, is 
recommended. 

To summarize, applicants and registrants have a duty to monitor 
the status of their applications and registrations. If nothing has 
been heard from the PTO within a six month period, the party 
awaiting notification has the burden of inquiring as to the status. 
Status inquiries should be made via the Trademark Status Line. 
Should the status inquiry reveal that the relevant document is lost, 
or some other problem exists, a petition to the Commissioner or 
other required action should be filed within 60 days. Trademark 
Rule 2.146(d), 37 C.F.R. §2.146(d). Failure to act diligently and 
follow up with the appropriate action may result in denial of the 
requested relief. 
Oct. 2, 1992 JEFFREY M. SAMUELS 

Assistant Commissioner 

for Trademarks 
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Section 44 Trademark Applications May Be 
Based On Applications And Registrations In 
World Trade Organization Countries 


The World Trade Organization (WTO), established on January |, 1995, resulted from the Uruguay Round trade negotiations and is the 
successor to the General Agreement on Tariffs and Trade (GATT). The WTO Agreement entered into force in the United States on January 
1, 1996. Article 4 of the WTO Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPs), provides that any advantage, 
favor, privilege or immunity that a WTO member gives to the nationals of another WTO member must normally be extended to the 
nationals of all other members. Section 44(b) of the Trademark Act, 15 U.S.C. 1126(b), provides that any person whose country of origin 
is a party to any convention or treaty to which the United States is a member is entitled to the benefits of Section 44. Accordingly, foreign 
applicants may file a U.S. application based on either (a) a valid registration from any of the WTO members listed below, or (b) a claim 
of priority arising from an application from any of the WTO members listed below. A claim of priority may be made only if the United 
States application is filed within 6 months of the date of the first filing of the foreign application. Benefits accorded to nationals under 
this agreement by the United States date from January |, 1996. 
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WTO members who are also members of the Paris Convention for the Protection of Industrial Property have been able to base their 
U.S. application on their home country application or registration since the date of the country’s accession to the Paris Convention. 
Therefore, for convenience, the following chart lists only WTO members who are not presently members of the Paris Convention. 





Country 


Angola 

Antigua and Barbuda 
Bahrain 

Belize* 
Botswana** 
Brunei Darussalam 
Djibouti 

Dominica 
European 
Community Fiji 
Grenada* 
Guatemala 

Hong Kong 

India 

Jamaica 

Kuwait 

Macau 
Mozambique 
Myanmar*** 
Namibia 

Pakistan 

Papua New Guinea 
Qatar 

Sierra Leone 


Effective Date of 
Membership in WTO 


Nov. 23, 1996 
Jan. 1, 1995 
Jan. 1, 1995 
Jan. 1, 1995 
May 31,1995 
Jan. 1, 1995 
May 31, 1995 
Jan. 1, 1995 
Jan. 1, 1995 
Jan. 14, 1996 
Feb. 22, 1996 
July 21, 1995 
Jan. 1, 1995 
Jan. 1, 1995 
Mar. 9, 1995 
Jan. 1, 1995 
Jan. 1, 1995 
Aug. 26, 1995 
Jan. 1, 1995 
Jan. 1, 1995 
Jan. 1, 1995 
June 9, 1996 
Jan. 13, 1996 
July 23, 1995 


Term of Registration 
(in years) 


10 (from date of application) 
14 (from date of application) 
10 (from date of application) 


7 (from date of application) 

10 (from date of application) 
14 (from date of application) 
10 (from date of application) 
14 (from date of application) 


10 (from date of registration) 
7 (from date of application) 
7 (from date of application) 
7 (from date of application) 
10 (from date of registration) 
7 (from date of application) 
10 (from date of registration) 


10 (from date of registration) 
7 (from date of application) 

10 (from date of application) 
10 (from date of application) 
14 (from date of application) 


Renewal Period 
(in years) 


10 
14 
10 


Slovenia July 30, 1995 
Solomon July 26, 1996 
Islands* 

Thailand Jan. 1, 1995 


10 (from date of application) 


10 (from date of registration) 





*Term and Renewal Dependent on United Kingdom Registration 


**Term and Renewal Dependent on United Kingdom or South African Registration 


***Unlimited Term from Date of First Use 


March 17, 1997 


PHILLIP G. HAMPTON, II 
Assistant Commissioner for Trademarks 
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(301) Notice Regarding Patent and Trademark 
Rights in the Russian Federation 


Representatives of the Russian Federation met with representa- 
tives of the U.S. Government on Monday, February 24, 1992, at 
the U.S. Patent and Trademark Office. The Russian delegation 
sought information about the operation of the U.S. patent and 
trademark systems and provided information about the treatment 
of inventions, industrial designs, utility models, trademarks, ser- 
vice marks, and appellations of origin in the Russian Federation. 

Following is the text of a statement from the Chairman of the 
Committee for Patents and Trademarks (ROSPATENT), outlining 
the status of industrial property protection in the Russian Federa- 
tion and the plans for the future. 


INFORMATION 
by the Committee for Patents and Trademarks 


Due to the fact that the draft laws on patents and on trademarks 
were approved in the first hearing by the Supreme Soviet of the 
Russian Federation and taking into account numerous questions of 
domestic inventors, foreign patent offices and patent attorneys, the 
Committee for Patents and Trademarks (Rospatent) of the Ministry 
of Science, Higher School and Technical Policy of the Russian 
Federation hereby informs that: 


1. Until the Patent Law and Trademark Law become effective, 
the provisions of the USSR Laws on Inventions, Industrial Designs 
and Trademarks, that are adopted as the normative base by the 


States party to the Provisional Agreement on the Industrial 
Property Protection, as signed in Minsk on Dec. 27, 1991, are 
applied in the territory of the Russian Federation. 


According to the Provisional Agreement, the Russian Federa- 
tion, as well as the other States party to it, recognizes the validity 
of titles of protection issued earlier pursuant to the USSR Laws in 
the territory of the Russian Federation. 


Rospatent has submitted to the Government of the Russian 
Federation its proposals on issuing a normative act which is to 
certify the adoption by the Russian Federation of the said 
obligations arising out of the Provisional Agreement. 


2. The applicants, who have filed applications for inventions, 
industrial designs and trademarks with the former USSR 
Gospatent, may, without losing the priority dates, wait until the 
Provisional Agreement on the Industrial Property Protection be- 
comes effective, the Interstate Patent Office is established and its 
working procedures for issuing interstate titles of protection are 
elaborated. 


3. In accordance with the abovesaid proposals by Rospatent, as 
submitted to the Government of the Russian Federation, any 
applicant wishing to obtain a patent (a trademark certificate) of the 
Russian Federation will be given the right to seek, on the basis of 
an application filed, for provisional pretection in the territory of 
the Russian Federation. 
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Such provisional protection will be granted to inventions, 
industrial designs and trademarks claimed in the applications in 
respect of which the examiners have taken decisions on the 
possibility of issuing patents (certificates), and will last from the 
date when the data on an application are published in a special 
gazette to the date of issuance of a patent (certificate) of the 
Russian Federation. 


The provisional protection in the territory of the Russian 
Federation will not impose legal barriers to obtaining, by the 
applicant, an interstate patent (certificate) after the Provisional 
Agreement on the Industrial Property Protection becomes effec- 
tive. The priority date will still be considered as the date of filing 
the application either with the former USSR Gospatent or with 
Rospatent, with due regard to the conventional priority. 


4. According to the Provisional Agreement on the Industrial 
Property Protection signed on Dec. 27, 1991, an inventor's 
certificate issued in the former USSR may not be exchanged for 
patents of the individual States party to the Provisional Agreement. 
The question of exchanging inventor’s certificates for interstate 
patents will be finally resolved in the course of developing and 
concluding an Interstate Convention. 

In this connection, Rospatent does not exchange inventors’ 
certificates for patents if a petition to this extent was filed after 
Dec. 27, 1991. 


V. Rassokhin 
Chairman of Rospatent 


Copies of unofficial translations of the draft laws referred to in 
the statement are available from Box 4, U.S. Patent and Trademark 
Office, Washington, DC 20231. the charge is $4.00 to cover the 
cost of duplication. Checks should be made payable to the 
Commissioner of Patents and Trademarks. 

March 2, 1992 HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 
of Patents and Trademarks 
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. 
(302) Regarding Industrial Property Protection 


in Ukraine 


The following announcement of Ukraine was furnished by the 
World Intellectual Property Organization of Geneva, Switzerland. 


ANNOUNCEMENT ON THE PROVISIONAL 
REGULATION CONCERNING THE LEGAL 
PROTECTION OF INDUSTRIAL PROPERTY 

IN UKRAINE 


The President of Ukraine, by his Decree of Sept. 18, 1992, 
approved the Provisional Regulation on Legal Protection of 
Objects of Industrial Property and Rationalization Proposals in 
Ukraine (“Regulation”). The Regulation entered into force on 
Sept. 18, 1992. 

The situation of industrial property protection in Ukraine, as 
resulting in particular from the transitional provisions of the 
Regulation, is summarized below. 


1. The Transitional Provisions Concerning Priority and, in 
Respect of Applications for Patents of Inventions, the Carrying 
Out of Examination 


(1) Any priority claimed within six months from the entry 
into force of the Regulation, i.e. until Mar. 18, 1993, on the basis 
of the first filing in a State party to the Paris Convention for the 
Protection of Industrial Property, will be recognized even if it is 
claimed after twelve months from the first filing in the case of 
patents for inventions, or six months from the first filing in the case 
of industrial designs or trademarks, provided that it is claimed not 
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later than twenty-seven months from the first filing in the case of 
patents for inventions, or not later than twenty-one months from 
the first filing in the case of industrial designs and trademarks. 

(2) The applicant or any other person may submit to the State 
Patent Office of Ukraine within five years from the filing date a 
request for the substantive examination of an application for a 
patent for invention. The request must be accompanied by a search 
report established by an International Searching Authority under 
the Patent Cooperation Treaty (PCT) or an organization registered 
with the State Patent Office of Ukraine as a Searching Authority, or 
by evidence that an action to grant a patent has been taken by a 
Patent Office which has a substantive examination system for 
granting patents. 


II. Applications for Industrial Property Rights Filed with the 
Patent Office of the Soviet Union 


(3) An applicant of an application for a patent for invention, 
for an inventor's certificate, for an industrial design patent or 
certificate or for a trademark certificate filed with the Patent Office 
of the Soviet Union may request the State Patent Office of Ukraine 
within six months from the date of entry into force of the 
Regulation, i.e., until Mar. 18, 1993, that the said application be 
further processed according to the Regulation. The request must be 
accompanied by a copy of said application, including a copy of the 
request showing the filing date as sent back by the Patent office of 
the Soviet Union to the applicant, and by any available evidence 
showing that the said application still had effect on Dec. 24, 1991. 
The filing date and any priority date of the said application will be 
maintained. 


III. Industrial Property Rights Granted by the Patent Office of 
the Soviet Union 


(4) Patents for inventions, industrial design patents and 
trademark certificates granted by the Patent Office of the Soviet 
Union prior to Dec. 25, 1991, will, after their registration by the 
State Patent Office of Ukraine at the request of the owner and upon 
furnishing of a document for payment of the prescribed fee (see 
paragraph (11), below), be considered as having the same effects 
for the remaining period of their validity as a patent for invention, 
industrial design patent or trademark certificate granted in accor- 
dance with the Regulation by the State Patent Office of Ukraine. 
The duration of the said validity is 20 years from the filing date of 
the application in the case of a patent for invention, 15 years from 
the filing date of the application in the case of an industrial design 
patent and, in the case of a trademark certificate, 10 years from the 
filing date of the application (if the period of validity of the 
certificate had not yet been extended by Dec. 24, 1991) or from the 
date of the request for extension of the period of validity (if the 
period of validity of the certificate had already been extended by 
Dec. 24, 1991). The request must be filed within six months from 
the date of entry into force of the Regulation, i.e., until Mar. 18, 
1993, and must be accompanied by a copy of the patent or 
certificate granted by the Patent Office of the Soviet Union. 

(5) As regards inventors’ certificates and industrial design 
certificates granted by the Patent Office of the Soviet Union in 
relation to which a 20-year term in the case of inventions, or a 
15-year term in the case of industrial designs, both counted from 
the filing date of the application, has not expired before the entry 
into force of the Regulation, i.e., prior to Sept. 18, 1992, the State 
Patent Office of Ukraine will grant, at the request of the inventor 
(inventors) and with the consent of the applicant, a Ukrainian 
patent to the inventor himself, or to any other physical or legal 
person, with their consent, indicated in the request, or to the 
Ukrainian Inventions Foundation. In the case of inventions, if the 
said request is not made within the period of one year after the 
entry into force of the Regulation, i.e., until Sept. 18, 1993, 
inventors’ certificates granted by the Patent Office of the Soviet 
Union shall be exchanged for Ukrainian patents granted to the 
Ukrainian Inventions Foundation. Any Ukrainian patent to which 
this paragraph applies will be valid until the expiration of 20 years 
from the filing date of the application in the case of inventions, and 
10 years from the filing date of the application, with an opportunity 
of subsequent extension, upon request of the owner, but not longer 
than for another 5-year period in the case of industrial designs. 
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IV. Effects in Ukraine of International Applications under the 
Patent Cooperation Treaty (PCT) 


(6)(a) On Sept. 21, 1992, Ukraine deposited a declaration of 
continuation the effect of which is that the Patent Cooperation 
Treaty (PCT) is applied by Ukraine. Nationals and residents of 
Ukraine can therefore file international applications, and Ukraine 
can be designated and elected in international applications filed, 
from that date. 

(b) On Sept. 29, 1992, the Assembly of the PCT Union 
adopted, with effect on Oct. 1, 1992, new Rules 32.1 and 32.2 in 
the Regulations under the PCT, concerning the extension of 
international applications to certain successor States 

(c) For the purpose of determining the status of international 
applications with respect to Ukraine, one has to distinguish 
between 

(i) international applications designating the Soviet Union 
whichwere filed prior to Dec. 25, 1991 (see (d), below); 

(ii) international applications--irrespective of the designa- 
tions, they contain--which were filed between Dec. 25, 1991, and 
Nov. 23, 1992 (see (e) to (g), below); 

(iii) international applications designating Ukraine filed 
on or after Sept. 21, 1992 (see (h), below). 

(d) As regards any international application whose interna- 
tional filing date is prior to Dec. 25, 1991, and in which the Soviet 
Union has been designated, the “national filing effect” of any such 
application under Article 11(4) of the PCT will, pursuant to the 
deposit by Ukraine of its declaration of continuation, be recog- 
nized in Ukraine (provided that the internationalapplication has 
not lost its effect in the Soviet Union by Dec. 24, 1991). The 
conditions under which any such international application, or any 
patent or inventor's certificate resulting therefrom and granted by 
the Patent Office of the Soviet Union, may continue to have effect 
in Ukraine are the following: 

(i) if a patent for invention or an inventor’s certificate has 
been granted by the Patent Office of the Soviet Union on the basis 
of the international application, the conditions described in para- 
graphs (4) and (5), above, are applicable; 

(ii) if the applicant has entered the national phase before 
the Patent Office of the Soviet Union but a patent for invention or 
an inventor's certificate had not been granted by the Patent Office 
of the Soviet Union without the application having been rejected 
by that Office, the applicant must, until Mar. 18, 1993, 

--furnish to the State Patent Office of Ukraine a copy of 
the Russian translation submitted to the Patent Office of the Soviet 
Union and any available evidence showing that the application still 
had effect on Dec. 24, 1991, 

--file the request referred to in paragraph (3), above, with 
the State Patent Office of Ukraine, and 

--furnish to the State Patent Office of Ukraine a document 
for payment of the prescribed fee (see paragraph 11, below); 

(iii) if the applicant has not entered the national phase 
before before the Patent Office of the Soviet Union and the time 
limit for entering the national phase before that Office had not 
expired on Dec. 24, 1991, the applicant must, until Mar. 18, 1993, 
furnish to the State Patent Office of Ukraine a translation of the 
international application into Ukrainian or Russian and a docu- 
ment for payment of the prescribed fee (see paragraph 11, below). 

(e) As regards any international application whose filing 
date is later than Dec. 24, 1991, and earlier than Nov. 24, 19921, 
its effects may be extended to Ukraine (irrespective of the 
designations it contains) through the performance by the applicant 
of the following acts: 

(i) filing with the International Bureau of the World 
Intellectual Property Organization (WIPO) a request for extension; 

(ii) paying to the International Bureau of WIPO an 
extension fee of 185 Swiss francs, payable in Swiss francs. 

(f) The applicant in respect of each and every international 
application referred to in (e), above, or his agent or common 
representative if there is one, will receive a written notification 
from the International Bureau of WIPO calling his attention to the 
fact that he can, by filing a written requests for extension, extend 
the effects of the international application to Ukraine. The notifi- 
cation will, in particular, specify the modes of payment of the 
extension fee of 185 Swiss francs. the request for extension must 
contain the identification of the international application by its 
international application number. A form which may be used for 
the purpose of requesting the extension to Ukraine will be attached 
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to the notification. The request for extension must be in English or 
French, and may be sent by telefax or telex. The request for 
extension and the corresponding payment must reach the Interna- 
tional Bureau of WIPO before the expiration of three months from 
the date of the notification sent by the International Bureau of 
WIPO; if either the request or the fee is received later, the request 
will be refused. It is recommended that applicants await the 
notification from the International Bureau of WIPO and use the 
form attached to it, but requests and payments may be made 
without waiting for the notification from the International Bureau 
of WIPO. 

(g) If the conditions described in (e) and (f), above, are 
fulfilled, Ukraine will be considered as having been designated in 
the international application on its international filing date. For 
entering the national phase before the State Patent Office of 
Ukraine, the applicant must furnish to that Office a translation of 
the international application into Ukranian or Russian and a 
document for payment of the prescribed fee (see paragraph 11, 
below) until Dec. 31, 1993, or within the following time limit if 
that time limit expires after Dec. 31, 1993: 

(i) before the expiration of 21 months from the priority 
date if Ukraine is not elected under Chapter II of the PCT within 
19 months from the priority date; 

(ii) before the expiration of 31 months from the priority 
date if Ukraine is elected under Chapter II of the PCT within 19 
months from the priority date. 

(h) As regards any international application whose interna- 
tional filing date is later than Sept. 20, 1992, and in which Ukraine 
has been designated, the applicant, in order to enter the national 
phase before the State Patent Office of Ukraine, must furnish to 
that Office a translation of the international application into 
Ukrainian or Russian and a document for payment of the pre- 
scribed fee (see paragraph 11, below) to that Office within the 
following time limit: 

(i) before the expiration of 21 months from the priority 
date if Ukraine is not elected under Chapter [I of the PCT within 
19 months from the priority date; 

(ii) before the expiration of 31 months from the priority 
date if Ukraine is not elected under Chapter II of the PCT within 
19 months from the priority date. 


V. Effects in Ukraine of International Registrations under the 
Madrid Agreement Concerning the International Registration of 
Marks 


(7)(a) On Sept. 21, 1992, Ukraine deposited a declaration of 
continuation the effect of which is that the Madrid Agreement 
Concerning the International Registration of Marks is applied by 
Ukraine. 

(b) On Sept. 29, 1992, the Assembly of Madrid Union 
adopted, with effect on Oct. 1, 1992, a new Rule 38 in the 
Regulations under the Madrid agreement, concerning the effect of 
international registrations in certain successor States. 

(c) Pursuant to the deposit of the declaration of continuation 
and to the decision of the Assembly, certain international registra- 
tions may have effect in Ukraine subject to the conditions 
described below. Those international registrations are those which 
have territorial extension to the Soviet Union effective from a date 
prior to Dec. 25, 1991. 

(d) The conditions referred to above are the following: 

(i) the filing with the International Bureau of the World 
Intellectual Property Organization (WIPO) of a request; 

(ii) the payment to the International Bureau of WIPO of a 
fee, the amount which is 62 Swiss francs per international 
registration. 

(e) The owner of each and every international registration 
concerned, or his representative (if the owner has a representative 
whose name appears in the International Register), will receive a 
written notice from the International Bureau of WIPO calling his 
attention to the fact that he can, by filing a written request, 
continue the effect of the international registration to Ukraine. The 
notice will, in particular, specify the modes of payment of the fee. 
The request must contain the identification of the international 
registration concerned by its international registration number. A 
form (in French) will be attached to the notice and may be used. 
The request must be in English or French, and may be sent by 
telefax or must reach the International Bureau of WIPO before the 
expiration of six months from the date of the notice sent by the 
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International bureau of WIPO; if either the request or the fee is 
received later, the request will be refused. Requests and payments 
may be made without waiting for the notice of the International 
Bureau of WIPO. 

(f) If the conditions described above are fulfilled, the 
international registration concerned will, with respect to Ukraine, 
have effect as from the effective date of the territorial extension to 
the Soviet Union and benefit from any priority validly claimed in 
regard to such extension. 

(g) For each international registration which has no territo- 
rial extension to the Soviet Union or whose international registra- 
tion date is later than Dec. 24, 1991, protection in Ukraine can only 
be obtained by filing, through the intermediary of the national 
Office of the country of the owner, a request for territorial 
extension under Rule 20 of the Regulations under the Madrid 
Agreement. it 1s to be noted that requests for territorial extension 
to Ukraine are possible at present. 


VI. Prior User Right 


(8) Enterprises, organizations and institutions which have 
already started to use inventions or industrial designs for which 
protection can be obtained according to paragraph (5), above, prior 
to the entry into force of the Regulation, i.e., prior to Sept. 18, 
1992, will have the right to a continued use of such inventions and 
industrial designs, but without increasing the volume of their 
utilization. 


VIl. New Applications 


(9) From the date of entry into force of the Regulation, i.e. 
from Sept. 18, 1992, onward, applications for patents for inven- 
tions, for industrial design patents and for trademark certificates 
can be filed with the State Patent Office of Ukraine. The request as 
a part of the application must be filed in Ukrainian and be 
accompanied on the filing date by the prescribed fees. Other parts 
of the application may be presented in Ukrainian or Russian. they 
may also be presented in English, French or German, provided that 
a translation into Ukrainian is presented upon request of the state 
Patent Office of Ukraine 


VII. Procedural Provisions 


(10) If an applicant does noi have his ordinary residence or 
principal place of business in Ukraine, he must authorize a 
representative in Ukraine, and all applications and requests re- 
ferred to in the present announcement must be filed through the 
intermediary of such a representative. The list of the persons who 
can act as representatives is available at the State Patent Office of 
Ukraine. 

(11) The amounts of the fees which are referred to as 
“prescribed fees” in the present announcement as well as the kind 
of document which constitutes a “document for payment of the 
prescribed fee” will be published in a separate announcement. 


IX. Address of the Patent Office 


State Patent Office of Ukraine 
4, Karl Leibknecht Street 
252008 Kiev 

Ukraine 

Tel.: (7044) 293-2188 

Fax.: (7044) 268-2588 


With the exception of any such international application whose interna- 
tional filing date is later than Sept. 21, 1992, and in which Ukraine has been 
designated under Rule 4.9(a) of the Regulations under the PCT: in such a 
case, the procedure described in (e) to (g) is not applicable, and the 
procedure described in (h) is applicable. It should be noted that only those 
international applications filed on or after Sept. 21, 1992, can specifically 
designate Ukraine. 
Dec. 11, 1992 DOUGLAS B. COMER 
Acting Assistant Secretary and 

Acting Commissioner of 

Patents and Trademarks 
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(303) Regarding Industrial Property Protection in 
the Czech Republic and the Slovak Republic 


The following announcements concerning industrial property 
protection in the Czech Republic and the Slovak Republic were 
furnished by the World Intellectual Property Organization (WIPO). 


Announcement on the Protection of Industrial Property in the 
Czech Republic 


In view of the fact that Czechoslovakia ceased to exist on Dec. 
31, 1992, and that the Czech Republic and the Slovak Republic 
became independent States on Jan. 1, 1993, the situation of 
industrial property protection in the Czech Republic is summa- 
rized below. 


1. Legal Basis 


(1) The respective legal acts on the protection of industrial 
property of Czechoslovakia remain applicable in the Czech Re- 
public 


il. Applications for Industrial Property Rights Filed with the 
Federal Office for Inventions of Czechoslovakia and Industrial 
Property Rights Granted by that Office, 


(2) Applications for industrial property rights filed with the 
Federal Office for Inventions of Czechoslovakia and industrial 
property rights granted by that Office maintain their legal effect in 
both the Czech Republic and the Slovak Republic, it being 
understood that the next fees which are to be paid must be paid, for 
protection in both the Czech Republic and the Slovak Republic, to 
both the Industrial Property Office of the Czech Republic and the 
Industrial Property Office of the Slovak Republic. 


lil. International Treaties 


(3) The Czech Republic has deposited, with effect on Jan. 1, 
1993, a declaration the effect of which is that all those treaties 
administered by WIPO to which Czechoslovakia was party con- 
tinue to be applicable as far as the Czech Republic is concerned. 
Those treaties are: the Convention Establishing the World Intel- 
lectual Property Organization, the Paris Convention for the Pro- 
tection of Industrial Property, the Madrid Agreement for the 
Repression of False or Deceptive Indications of Source on Goods, 
the Madrid Agreement Concerning the International Registration 
of Marks, the Nice Agreement Concerning the International 
Classification of Goods and Services for the Purposes of the 
Registration of Marks, the Lisbon Agreement for the Protection of 
Appellations of Origin and their International Registration, the 
Locarno Agreement Establishing an International Classification 
for Industrial Designs, the Patent Cooperation Treaty (PCT), the 
Strasbourg Agreement Concerning the International Patent Clas- 
sification, the Budapest Treaty on the International Recognition of 
the Deposit of Microorganisms for the Purposes of Patent Proce- 
dure, the Berne Convention for the Protection of Literary and 
Artistic Works, and the Treaty on the International Registration of 
Audiovisual Works. 


IV. Effects in the Czech Republic of International Applications 
under the Patent Cooperation Treaty (PCT) 


(4)(a) Pursuant to the deposit of the declaration of continuation 
referred to in paragraph (3), above, nationals and residents of the 
Czech Republic can file international applications, and the Czech 
Republic can be designated and elected in international applica- 
tions filed, on or after Jan. 1, 1993. 


(b) Rules 32.1 and 32.2 of the Regulations under the PCT permit 
the extension of international applications to the Czech Republic. 


(c) For the purpose of determining the status of international 
applications with respect to the Czech Republic, one has to 
distinguish between 


(i) international applications specifically’ designating Czecho- 
slovakia which were filed prior to Jan. 1, 1993(see(d), below); 
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(ii) international applications not specifically' designating the 
Czech Republic--irrespective of the other designations they con- 
tain--filed between Jan. 1, 1993, and Feb. 21, 1993 (see (e) to (g) 
below); 


(iii) international applications specifically’ designating the 
Czech Republic filed on or after Jan. 1, 1993 (see (h) below). 


(d) As regards any international application whose international 
filing date is prior to Jan. 1, 1993, and in which Czechoslovakia is 
specifically designated, the “national filing effect” of any such 
application under Article 11(4) of the PCT will, pursuant to the 
deposit by the Czech Republic of its declaration of continuation, 
be recognized in the Czech Republic (provided that the interna- 
tional application had not lost its effect in Czechoslovakia by Dec. 
31, 1992). The conditions under which any such international 
application, or any patent resulting therefrom and granted by the 
Federal Office for Inventions of Czechoslovakia, may continue to 
have effect in the Czech Republic are the following: 


(i) if a patent has been granted by the Federal Office for 
Inventions of Czechoslovakia on the basis of the international 
applications, paragraph (2), above, is applicable; 


(ii) if the applicant has entered the national phase before the 
Federal Office for Inventions of Czechoslovakia but a patent for 
invention has not been granted by the Office without the applica- 
tion having been rejected by it, paragraph (2), above, is applicable; 


(iii) if the applicant has not entered the national phase before the 
Federal Office for Inventions of Czechoslovakia and the time limit 
for entering the national phase had not expired on Dec. 31, 1992, 
the applicant must, before the expiration of the applicable time 
limit under PCT Article 22 or 39(1), furnish to the Industrial 
Property Office of the Czech Republic a translation of the 
international application into the Czech language and pay the 
prescribed fee. 


(e) As regards any international application whose international 
filing date is later than Dec. 31, 1992, and earlier than Feb. 22, 


19937 and in which the Czech Republic is not specifically 
designated, its effects may be extended to the Czech Republic 
(irrespective of the other designations it contains) through the 
performance by the applicani of the following acts: 


(i) filing with the International Bureau of the World Intellectual 
Property Organization (WIPO) a request for extension; 


(ii) paying to the International Bureau of WIPO an extension fee 
of 185 Swiss francs, payable in Swiss francs 


(f) The applicant in respect of each and every international 
application referred to in (e), above, or his agent or common 
representative if there is one, will receive a written notification 
from the International Bureau of WIPO calling his attention to the 
fact that he can, by filing a written request for extension, extend 
the effects of the international application to the Czech Republic. 
The notification will, in particular, specify the modes of payment 
of the extension fee of 185 Swiss francs. The request for extension 
must contain the identification of the international application by 
its international application number. A form which may be used for 
the purpose of requesting the extension to the Czech Republic will 
be attached to the notification. The request for extension must be 
in English or French, and may be sent by telefax or telex. The 
request for extension and the corresponding payment must reach 
the International Bureau of WIPO before the expiration of three 
months from the date of the notification sent by the International 
Bureau of WIPO; if either the request or the fee is received later, 
the request will be refused. It is recommended that applicants 
await the notification from the International Bureau of WIPO and 
use the form attached to it, but requests and payments may be 
made without waiting for the notification from the International 
Bureau of WIPO. 


(g) If the condition described in (e) and (f), above, are fulfilled, 
the Czech Republic will be considered as having been designated 
in the international application on its international filing date. For 
entering the national phase before the Industrial Property Office of 
the Czech Republic, the applicant must furnish to that Office a 
translation of the international application into the Czech language 
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and pay the prescribed fee within three months from the date of the 
request for extension or, if it expires later, within the following 
time limit: 

(i) before the expiration of 21 months from the priority date if 
the Czech Republic is not elected under Chapter II of the PCT 
within 19 months from the priority date; 


(ii) before the expiration of 30 months from the priority date if 
the Czech Republic is elected under Chapter II of the PCT within 
19 months from the priority date. 


(h) As regards any international application whose international 
filing date is later than Dec. 31, 1992, and in which the Czech 
Republic is specifically designated, the applicant, in order to enter 
the national phase before the Industrial Property Office of the 
Czech Republic, must furnish to that Office a translation of the 
international application into the Czech language and pay the 
prescribed fee to that Office within the following time limit: 


(i) before the expiration of 21 months from the priority date if 
the Czech Republic is not elected under Chapter II of the PCT 
within 19 months from the priority date; 


(ii) before the expiration of 30 months from the priority date if 
the Czech Republic is elected under Chapter II of the PCT within 
19 months from the priority date. 


V. Effects in the Czech Republic of International Registrations 
under the Madrid Agreement Concerning the International Regis- 
tration of Marks. 


(5)(a) Pursuant to the deposit of the declaration of continuation 
referred to in paragraph (3), above, and pursuant to Rule 38 of the 
Regulations under the Madrid Agreement, any international reg- 
istration with a territorial extension to Czechoslovakia effective 
from a date prior to Jan. 1, 1993, may have effect in the Czech 
Republic subject to the following conditions: 


(i) the filing with the International Bureau of the World 
Intellectual Property Organization (WIPO) of a request: 


(ii) the payment to the International Bureau of WIPO of a fee, 
the amount of which is 62 Swiss francs per international registra- 
tion. 


(b) The owner of each and every international registration 
concerned, or his representative (if the owner has a representative 
whose name appears in the International Register), will receive a 
written notice from the International Bureau of WIPO calling his 
attention to the fact that he can, by filing a written request, obtain 
a continuation of the effect of the international registration in the 
Czech Republic. The notice will contain a request form (in French) 
and specify the modes of payment of the fee. The request must 
contain the identification of the international registration con- 
cerned by its international registration number. The request must 
be made in English or French, and may be sent by telefax or telex. 
The request and the corresponding payment must reach the 
International Bureau of WIPO before the expiration of six months 
from the date of the notice sent by the International Bureau of 
WIPO; if either the request or the fee is received later, the request 
will be refused. Requests and payments may be made without 
waiting for the notice of the International Bureau of WIPO. 


(c) If the conditions described above are fulfilled, the interna- 
tional registration concerned will, with respect to the Czech 
Republic, have effect as from the effective date of territorial 
extension to Czechoslovakia and benefit from any priority validly 
claimed in regard to such extension. 

(d) For each international registration which has no territorial 
extension to Czechoslovakia or whose international registration 
date is later than Dec. 31, 1992, protection in the Czech Republic 
can only be obtained by filing, through the intermediary of the 
national Office of the country of the owner, a request for territorial 
extension under Rule 20 of the Regulations under the Madrid 
Agreement. It is to be noted that requests for territorial extension 
to the Czech Republic are possible at present. 


Vi. New Applications for Industrial Property Rights 
(6) Applications for industrial property rights filed from Jan. 1, 


1993, with the Industrial Property Office of the Czech Republic 
have no effect in the Slovak Republic. However, unless it is clear 
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that the applicant does not seek protection in the Slovak Republic, 
the Industrial Property Office of the Czech Republic will, during a 
transitory period of a few months, invite the applicant to specify, 
within a time limit which will be fixed in the invitation, whether he 
wants to obtain protection in the Czech Republic only or both in 
the Czech Republic and in the Slovak Republic. In the latter case, 
the Industrial Property Office of the Czech Republic will transmit 
a copy of the application to the Industrial Property Office of the 
Slovak Republic and the filing date of the application with the 
Industrial Property Office of the Czech Republic will be recog- 
nized by the Industrial Property Office of the Slovak Republic. 


(7) Applications requesting protection in the Czech Republic 
must be filed in the Czech language. 


Vil. General Provisions 


(8) The fees to be paid to the Industrial Property Office of the 
Czech Republic are of the same amount as the fees which were 
payable to the Office of Czechoslovakia before Jan. 1, 1993. 


(9) If an applicant does not have his ordinary residence or 
principle place of business in the Czech Republic, he must 
authorize a representative in the Czech Republic, and all applica- 
tions to be filed with the Industrial Property Office of the Czech 
Republic must be filed through the intermediary of such a 
representative. The list of persons who can act as representatives is 
available at the Industrial Property Office of the Czech Republic. 


Vill. Address of the Industrial Property Office of the Czech 
Republic 


Industrial Property Office of the Czech Republic 

Revolucni ulice 7 

11346 Prague | 

Czech Republic 

Tel.: (2) 28 96 (operator service) 

Fax.: (2) 231 92 30 

Teleprinter: 123 109 FUV 
Announcement on the Protection of Industrial 
Property in the Slovak Republic 


In view of the fact that Czechoslovakia ceased to exist on Dec. 
31, 1992, and that the Czech Republic and the Slovak Republic 
became independent States on Jan. 1, 1993, the situation of 
industrial property protection in the Slovak Republic is summa- 
rized below. 


I. Legal Basis 


(1) Pending the enactment of new legislation, the respective 
legal acts on the protection of industrial property of Czechoslova- 
kia remain applicable in the Slovak Republic. 


Il. Applications for Industrial Property Rights Filed with the 
Federal Office for Inventions of Czechoslovakia and Industrial 
Property Rights Granted by that Office 


(2) Applications for industrial property rights filed with the 
Federal Office for Inventions of Czechoslovakia and industrial 
property rights granted by that Office maintain their legal effect in 
both the Czech Republic and the Slovak Republic, it being 
understood that the next fees which are to be paid must be paid, for 
protection in both the Czech Republic and the Slovak Republic, to 
both the Industrial Property Office of the Czech Republic and the 
Slovak Republic. 


lil. International Treaties 


(3) The Slovak Republic has deposited, with effect on Jan. 1, 
1993, a declaration the effect of which is that all those treaties 
administered by WIPO to which Czechoslovakia was party con- 
tinue to be applicable as far as the Slovak Republic is concerned. 
Those treaties are: the Convention Establishing the World Intel- 
lectual Property Organization, the Paris Convention for the Pro- 
tection of Industrial Property, the Madrid Agreement for the 
Repression of False or Deceptive Indications of Source on Goods, 
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the Madrid Agreement Concerning the International Registrations 
of Marks, the Nice Agreement Concerning the International 
Classification of Goods and Services for the Purposes of the 
Registration of Marks, the Lisbon Agreement for the Protection of 
Appellations of Origin and their International Registration, the 
Locarno Agreement Establishing an International Classification 
for Industrial Designs, the Patent Cooperation Treaty (PCT), the 
Strasbourg Agreement Concerning the International Patent Clas- 
sification, the Budapest Treaty on the International Recognition of 
the Deposit of Microorganisms for the Purposes of Patent Proce- 
dure, the Berne Convention for the Protection of Literary and 
Artistic Works, and the Treaty on the International Registration of 
Audiovisual Works. 


IV. Effects in the Slovak Republic of International Applications 
under the Patent Cooperation Treaty (PCT) 


(4)(a) Pursuant to the deposit of the declaration of continuation 
referred to in paragraph (3), above, national and residents of the 
Slovak Republic can file international applications, and the Slovak 
Republic can be designated and elected in international applica- 
tions filed, on or after Jan. 1, 1993. 


(b) Rules 32.1 and 32.2 of the Regulations under the PCT permit 
the extension of international applications to the Slovak Republic. 


(c) For the purpose of determining the status of international 
applications with respect to the Slovak Republic, one has to 
distinguish between 


(i) international applications specifically’ designating Czecho- 
slovakia which were filed prior to Jan. 1, 1993 (see (d), below); 


(ii) international applications not specifically’ designating the 
Slovak Republic--irrespective of the other designations they con- 
tain--filed between Jan. 1, 1993 and Mar. 6, 1993 (see (e) to (g), 
below); 


(iii) international applications specifically’ designating the Slo- 
vak Republic filed on or after Jan. 1, 1993 (see (h), below). 


(d) As regards any international application whose international 
filing date is prior to Jan. 1, 1993, and in which Czechoslovakia is 
specifically designated, the “national filing effect” of any such 
application under Article 11(4) of the PCT will, pursuant to the 
deposit by the Slovak Republic of its declaration of continuation, 
be recognized in the Slovak Republic (provided that the interna- 
tional application had not lost its effect in Czechoslovakia by Dec. 
31, 1992). The conditions under which any such international 
application, or any patent resulting therefrom and granted by the 
Federal Office for Inventions of Czechoslovakia, may continue to 
have effect in the Slovak Republic are the following: 


(i) if a patent has been granted by the Federal Office for 
Inventions of Czechoslovakia on the basis of the international 
application, paragraph (2), above, is applicable; 


(ii) if the applicant has entered the national phase before the 
Federal Office for Inventions of Czechoslovakia but a patent for 
invention has not been granted by the Office without the applica- 
tion having been rejected by it, paragraph (2), above, is applicable; 


(iii) if the applicant has not entered the national phase before the 
Federal Office for Inventions of Czechoslovakia and the time limit 
for entering the national phase had not expired on Dec. 31, 1992, 
the applicant must, before the expiration of the applicable time 
limit under PCT Article 22 or 39(1), furnish to the Industrial 
Property Office of the Slovak Republic a translation of the 
international application into the Slovak language and pay the 
proscribed fee. 


(ec) As regards any international application whose international 
filing date is later than Dec. 31, 1992, and earlier than Mar. 7, 
1993, > and in which the Slovak Republic is not specifically 
designated, its effects may be extended to the Slovak Republic 
(irrespective of the other designations it contains) through the 
performance of the following acts: 


(i) filing with the International Bureau of the World Intellectual 
Property Organization (WIPO) a request for extension; 


(ii) paying to the International Bureau of WIPO an extension fee 
of 185 Swiss francs, payable in Swiss francs. 
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(f) The applicant in respect of each and every international 
application referred to in (e), above, or his agent or common 
representative if there is one, will receive a written notification 
from the International Bureau of WIPO calling his attention to the 
fact that he can, by filing a written request for extension, extend 
the effects of the international application to the Slovak Republic. 
The notification will, in particular, specify the modes of payment 
for the extension fee of 185 Swiss francs. The request for 
extension must contain the identification of the international 
application by its international application number. A form which 
may be used for the purpose of requesting the extension to the 
Slovak Republic will be attached to the notification. The request 
for the extension must be in English or French, and may be sent by 
telefax or telex. The request for extension and the corresponding 
payment must reach the International Bureau of WIPO before the 
expiration of three months from the date of the notification sent by 
the International Bureau of WIPO; if either the request or the fee 
is received later, the request will be refused. It is recommended 
that applicants await the notification from the International Bureau 
of WIPO and use the form attached to it, but requests and 
payments may be made without waiting for the notification from 
the International Bureau of WIPO. 


(g) If the condition described in (e) and (f), above, are fulfilled, 
the Slovak Republic will be considered as having been designated 
in the international application on its international filing date. For 
entering the national phase before the Industrial Property Office of 
the Slovak Republic, the applicant must furnish to that Office a 
translation of the international application into the Slovak lan- 
guage and pay the proscribed fee within three months from the 
date of the request for the extension or, if it expires later, within the 
following time limit: 


(i) before the expiration of 21 months from the priority date if 
the Slovak Republic is not elected under Chapter II of the PCT 
within 19 months from the priority date; 


(ii) before the expiration of 30 months from the priority date if 
the Slovak Republic is elected under Chapter II of the PCT within 
19 months from the priority date. 


(h) As regards any international application whose international 
filing date is later than Dec. 31, 1992, and in which the Slovak 
Republic is specifically designated, the applicant, in order to enter 
the national phase before the Industrial Property Office of the 
Slovak Republic, must furnish to that Office a translation of the 
international application into the Slovak language and pay the 
prescribed fee to that Office within the following time limit: 


(i) before the expiration of 21 months from the priority date if 
the Slovak Republic is not elected under Chapter II of the PCT 
within 19 months from the priority date; 


(ii) before the expiration of 30 months from the priority date if 
the Slovak Republic is elected under Chapter II of the PCT within 
19 months from the priority date. 


V. Effects in the Slovak Republic of International Registrations 
under the Madrid Agreement Concerning the International Regis- 
tration of Marks 


(5)(a) Pursuant to the deposit of the declaration of continuation 
referred to in paragraph (3), above, and pursuant to Rule 38 of the 
Regulations under the Madrid Agreement, any international reg- 
istration with a territorial extension to Czechoslovakia effective 
from a date prior to Jan. 1, 1993, mayhave effect in the Slovak 
Republic subject to the following conditions: 


(i) the filing with the International Bureau of the World 
Intellectual Property Organization (WIPO) of a request: 


(ii) the payment to the International Bureau of WIPO of a fee, 
the amount of which is 62 Swiss francs per international registra- 
tion. 


(b) The owner of each and every international registration 
concerned, or his representative (if the owner has a representative 
whose name appears in the International Register), will receive a 
written notice from the International Bureau of WIPO calling his 
attention to the fact that he can, by filing a written request, obtain 
a continuation of the effect of the international registration in the 
Slovak Republic. The notice will contain a request form (in 
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French) and specify the modes of payment of the fee. The request 
must contain the identification of the international registration 
concerned by its international registration number. The request 
must be made in English or French, and may be sent by telefax or 
telex. The request and the corresponding payment must reach the 
International Bureau of WIPO before the expiration of six months 
from the date of the notice sent by the International Bureau of 
WIPO; if either the request or the fee is received later, the request 
will be refused. Requests and payments may be made without 
waiting for the notice of the International Bureau of WIPO. 


(c) If the conditions described above are fulfilled, the interna- 
tional registration concerned will, with respect to the Slovak 
Republic, have effect as from the effective date of the territorial 
extension to Czechoslovakia and benefit from any priority validly 
claimed in regard to such extension. 


(d) For each international registration which has no territorial 
extension to Czechoslovakia or whose international registration 
date is later than Dec. 31, 1992, protection in the Slovak Republic 
can only be obtained by filing, through the intermediary of the 
national Office of the country of the owner, a request for territorial 
extension under Rule 20 of the Regulations under the Madrid 
Agreement. It is to be noted that requests for territorial extension 
to the Slovak Republic are possible at present. 


Vi. New Applications for Industrial Property Rights 


(6) From Jan. 1, 1993, it is possible to file applications for 
industrial property rights with the Industrial Property Office of the 
Slovak Republic. Applications filed with the Industrial Property 
Office of the Czech Republic have no effect in the Slovak 
Republic. However, the following procedure will apply, during a 
transitory period of a few months, to applications filed with the 
Industrial Property Office of the Czech Republic: unless it is clear 
that the applicant does not seek protection in the Slovak Republic, 
the Industrial Property Office of the Czech office will invite the 
applicant to specify, within a time limit which will be fixed in the 
invitation, whether he wants to obtain protection in the Czech 
Republic only or both in the Czech Republic and the Slovak 
Republic. In the latter case, the Industrial Property Office of the 
Czech Republic will transmit a copy of the application to the 
Industrial Property Office of the Slovak Republic and the filing 
date of the application with the Industrial Property Office of the 
Czech Republic will be recognized by the Industrial Property 
Office of the Slovak Republic. 


(7) Applications requesting protection in the Slovak Republic 
must be filed in the Slovak language. 


VII. General Provisions 


(8) The fees to be paid to the Industrial Property Office of the 
Slovak Republic are of the same amount as the fees whichwere 
payable to the Office of Czechoslovakia before Jan. 1, 1993. 


(9) If an applicant does not have his ordinary residence or 
principal place of business in the Slovak Republic, he must 
authorize a representative in the Slovak Republic, and all appli- 
cations to be filed with the Industrial Property Office of the Slovak 
Republic must be filed through the intermediary of such a 
representative. The list of persons who can act as representatives is 
available at the Industrial Property Office of the Slovak Republic. 


Vill. Address of the Industrial Property Office of the Slovak 
Republic 


Industrial Property Office of the Slovak Republic 
Nam. Slobody 29 
81312 Bratislava 
Slovakia 
Tel: (7) 33 00 57 
Fax.: (7) 31 44 61 
Jan. 28, 1993 DOUGLAS B. COMER 
Acting Assistant Secretary 
and Acting Commissioner of 
Patents and Trademarks 
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'In this announcement, an international application is regarded as 
“specifically” designating a State either if that State has been 
designated under Rule 4.9(a) of the Regulations under the PCT or 
if the designation of that State has been confirmed under Rule 
4.9(c) of those Regulations. 


*With the exception of any international application whose inter- 
national filing date is later than Dec. 31, 1992, and in which the 
Czech Republic is specifically designated: in such a case, the 
procedure described in (e) to (g) is not applicable, and the 
procedure described in (h) is applicable. 
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(304) Regarding Industrial Property 


Protection in Kazakhstan 


The following announcement was furnished by the World 
Intellectual Property Organization of Geneva, Switzerland. 


ANNOUNCEMENT OF THE PROTECTION OF 
INDUSTRIAL PROPERTY IN KAZAKHSTAN 


The situation of industrial property protection in Kazakhstan is 
summarized below. 


I. Legislation 


(1) On Aug. 5, 1992, the Patent Law of Kazakhstan entered into 
force. This Law deals with preliminary patents and patents for 
inventions, preliminary patents and patents for industrial designs 
and patents for utility models. 

(2) The Law on Trade Marks, Service Marks and Appellations 
of Origin of Kazakhstan was adopted on Jan. 18, 1993. This said 
Law entered into force on Feb. 23, 1993. 

(3) The National Patent Office of Kazakhstan was established on 
June 23, 1992. It is under the supervision of the Cabinet of 
Ministers. 


Il. Membership in Treaties 


(4) The Government of Kazakhstan deposited on Feb. 16, 1993, 
a declaration to the effect that the Convention Establishing the 
World Intellectual Property Organization, the Paris Convention for 
the Protection of Industrial Property, the Madrid Agreement 
Concerning the International Registration of Marks and the Patent 
Cooperation Treaty continue to be applicable to Kazakhstan. 


III. Applications for Industrial Property Rights Filed with the 
National Patent Office of Kazakhstan 


(5) Applications for the grant of patents for inventions, patents 
for industrial designs and patents for utility models and applica- 
tions for the registration of marks and appellations of origin have 
been able to be filed with the National Patent Office of Kazakhstan 
since Aug. 27, 1992. 


IV. Industrial Property Rights Granted by the Patent Office of 
the Soviet Union 


(6) A patent for invention or inventor’s certificate, an industrial 
design patent or industrial design certificate, or a trademark 
certificate, which was issued by the Patent Office of the Soviet 
Union may be registered by the National Patent Office of Kaza- 
khstan at the request of the owner. Upon registration, such 
industrial property rights will be considered as having the same 
effects as a patent for invention, industrial design patent or 
trademark certificate issued by the National Patent Office of 
Kazakhstan. The duration is 20 years from the filing date of the 
application in the case of a patent for invention, 10 years from the 
filing date of the application in the case of an industrial design 
patent with the right to extend registration in the case of a 
trademark certificate. The filing date and any Dec. 1, 1993, in the 
case of inventions and industrial designs, and before Nov. 1, 1993, 
in the case of trademarks. It must be accompanied by the original 
or a copy, certified by a notary or any other competent authority, 
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of the patent or certificate issued by the Patent Office of the Soviet 
Union and evidence that the prescribed fees have been paid to the 
National Patent Office of Kazakhstan. 


V. Applications for Industrial Property Rights Filed with the 
Patent Office of the Soviet Union or with the Patent Office of 
the Russian Federation Before Oct. 14, 1992 


(7) The applicant of an application for a patent for invention or 
an inventor's certificate, for an industrial design patent or an 
industrial design certificate or for a trademark certificate which 
had been filed with the Patent Office of the Soviet Union or with 
the Patent Office of the Russian Federation before Oct. 14, 1992, 
may request the National Patent Office of Kazakhstan before Dec. 
1, 1993, in the case of an application for a patent for invention or 
an inventor’s certificate, or for an industrial design patent or 
certificate, and before Nov. 1, 1993, in the case of an application 
for a trademark certificate, that the said application be further 
processed according to the Kazakh legislation. The request for 
further processing by the National Patent Office of Kazakhstan 
must be accompanied by a copy of the said application, including 
a copy of the request part of the said application showing the filing 
date as sent back to the applicant by the Patent Office of the Soviet 
Union or by the Patent Office of the Russian Federation, by a 
declaration that the said application is, to the best knowledge of the 
applicant, still pending before the Patent Office of the Russian 
Federation, and by an application filed according to the Kazakh 
legislation. 

(8) If the applicant has received from the Patent Office of the 
Soviet Union or from the Patent Office of the Russian Federation 
in respect of an application filed before Oct. 14, 1992, a decision 
on grant of protection, the request needs only to be accompanied 
by a copy, certified by a notary or any other competent authority, 
of the said decision, as well as, in the case of inventions, by the 
description, any drawings and the claims on which the decision is 
based and an abstract of the invention or, in the case of industrial 
designs, by five photographs, one of which must be certified by a 
notary or any other competent authority, and any drawings. The 
filing date and any priority date of the application filed with the 
Patent Office of the Soviet Union or the Patent Office of the 
Russian Federation will be maintained. 


VI. Effects in Kazakhstan of International Applications under 
the Patent Cooperation Treaty (PCT) 


(9) (a) On Feb. 16, 1993, Kazakhstan deposited a declaration of 
continuation the effect of which is that the Patent Cooperation 
Treaty (PCT) is applied by Kazakhstan. Nationals and residents of 
Kazakhstan can therefore file international applications, and Ka- 
zakhstan can be designated and elected in international applica- 
tions filed, from the date. 

(b) On Sept. 29, 1992, the Assembly of the PCT Union adopted, 
with effect on Oct. 1, 1992, new Rules 32.1 and 32.2 of the 
Regulations under the PCT, concerning the extension of interna- 
tional applications to certain successor States. 

(c) For the purpose of determining the status of international 
applications with respect to Kazakhstan, one has to distinguish 
between: 

(i) international applications designating the Soviet Union 
which were filed before Dec. 25, 1991 (see (d), below); 

(ii) international applications--irrespective of the designations 
they contain--which were filed between Dec. 25, 1991, and Apr. 
16, 1993 (see (e) to (g), below); 

(iii) international applications specifically* designating Kazakh- 
stan filed on or after Feb. 16, 1993 (see (h), below). 

(d) As regards any international application whose international 
filing date is before Dec. 25, 1991, and in which the Soviet Union 
has been designated, the “national filing effect” of any such 
application under Article 11(4) of the PCT will, pursuant to the 
deposit by Kazakhstan of its declaration of continuation, be 
recognized in Kazakhstan. The conditions under which any such 
international application, or any patent or inventor's certificate 
resulting therefrom and granted by the Patent Office of the Soviet 
Union or by the Patent Office of the Russian Federation, may 
continue to have effect in Kazakhstan are the following: 

(i) if a patent for invention or an inventor's certificate has been 
granted by the Patent Office of the Soviet Union or by the Patent 
Office of the Russian Federation on the basis of international 
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application, the conditions referred to in paragraph (6) above, are 
applicable; 

(ii) if the applicant has entered the national phase before the 
Patent Office of the Soviet Union or the Patent Office of the 
Russian Federation but a patent for invention or an inventor's 
certificate has not been granted by any of those Offices, the 
conditions referred to in paragraph (7), above, are applicable, 
provided that the applicant must, before Dec. 1, 1993, file with the 
National Patent Office of Kazakhstan a request that the interna- 
tional application be further processed according to the Kazakh 
legislation; the request must be accompanied by a copy of the 
Russian translation of the international application submitted to 
the Patent Office of the Soviet Union or the Patent Office of the 
Russian Federation and a declaration that the application is still 
pending before the Patent Office of the Russian Federation; 
however where a decision to grant a patent has issued, only the 
requirements referred to in paragraph (8), above, apply; 

(iii) if the applicant has not entered the national phase before the 
Patent Office of the Soviet Union or the Patent Office of the 
Russian Federation and the time limit for entering the national 
phase had not expired on Dec. 24, 1991, the applicant must, before 
Dec. 1, 1993, or, if Kazakhstan is elected under Chapter II of the 
PCT within 19 months from the priority date, before Dec. 1, 1993, 
or the expiration of 31 months from the priority date whichever is 
later, furnish to the National Patent Office of Kazakhstan a 
translation of the international application into Kazakh or Russian 
and evidence that the prescribed fee (see paragraph (12), below) 
has been paid to the latter Office. 

(e) As regards any international application whose international 
filing date is later than Dec. 24, 1991, and earlier than Apr. 17, 
1993,** its effect may be extended to Kazakhstan (irrespective of 
the designations it contains) through the performance by the 
applicant of the following acts: 

(i) filing with the International Bureau of the World Intellectual 
Property Organization (WIPO) a request for extension; 

(ii) paying to the International Bureau of WIPO an extension fee 
of 185 Swiss francs, payable in Swiss francs. 

(f) The applicant in respect of each and every international 
application to in (e), above, or his agent or common representative 
if there is one, will receive a written notification form the 
International Bureau of WIPO calling his attention to the fact that 
he can, by filing a written request for extension, extend the effects 
of the international application to Kazakhstan. The notification 
will, in particular, specify the modes of payment of the extension 
fee of 185 Swiss francs. The request for extension must contain the 
identification of the international application by its international 
application number. A form which may be issued for the purpose 
of requesting the extension to Kazakhstan will be attached to the 
notification. The request for extension must be English or French, 
and may be sent be telefax or telex. The request for extension and 
the corresponding payment must reach the International Bureau of 
WIPO before the expiration of three months from the date of the 
notification sent by the International Bureau of WIPO; if either the 
request or the fee is received later, the request will be refused. It is 
recommended that applicants await the notification from the 
International Bureau of WIPO and use the form attached to it, but 
requests and payments may be made without waiting for the 
notification from the International Bureau of WIPO. 

(g) If the conditions described in (e) and (f), above, are fulfilled, 
Kazakhstan will be considered as having been designated in the 
international application on its international filing date. For enter- 
ing the national phase before the National Patent Office of 
Kazakhstan, the applicant must furnish, within the following time 
limit, to that Office both a translation of the international applica- 
tion into Kazakh or Russian and evidence that the prescribed fee 
(see paragraph (12), below) was paid: 

(i) before Dec. 1, 1993, or the expiration of 21 months from the 
priority date, whichever is later, if Kazakhstan is not elected under 
Chapter II of the PCT before the expiration of 19 months from the 
priority date and item (iii) does not apply; 

(ii) before Dec. 1, 1993, or the expiration of 31 months from the 
priority date, whichever is later, if Kazakhstan is elected under 
Chapter II of the PCT before the expiration of 19 months from the 
priority date; 

(iii) before Dec. 1, 1993, or the expiration of 31 months from the 
priority date, whichever is later, if a request for extension to 
Kazakhstan is made after, but the demand was made before, the 
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expiration of 19 months from the priority date, and a later election 
of Kazakhstan is made together with the request for extension or 
within three months from the date of the request for extension. 

(h) As regards any international application whose international 
filing date is on or after Feb. 16, 1993, and in which Kazakhstan 
is specifically designated, the applicant, in order to enter the 
national phase before the National Patent Office of Kazakhstan, 
must furnish, within the following time limit, to that Office both a 
translation of the international application into Kazakh or Russian 
and evidence that the prescribed fee (see paragraph (12), below) 
has been paid to the said Office: 

(i) before the expiration of 21 months from the priority date if 
Kazakhstan is not elected under Chapter II of the PCT with 19 
months from the priority date; 

(ii) before the expiration of 31 months from the priority date if 
Kazakhstan is elected under Chapter II of the PCT within 19 
months from the Priority date. 


VII. Effects in Kazakhstan of International Registrations 
under the Madrid Agreement Concerning the International 
Registration of Marks 


(10) (a) On Feb. 16, 1993, Kazakhstan deposited a declaration 
of continuation the effect of which is that the Madrid Agreement 
Concerning the International Registration of Marks is applied by 
Kazakhstan. 

(b) on Sept. 29, 1992, the Assembly of the Madrid Union 
adopted, with effect on Oct. 1, 1992, a new Rule 38 in Regulations 
under the Madrid Agreement, concerning the effect of international 
registrations in certain successor States. 

(c) Pursuant to the deposit of the declaration of continuation and 
to the decision of the Assembly, certain international registrations 
may have effect in Kazakhstan subject to the conditions described 
below. Those international registrations are those which have 
territorial extensions to the Soviet Union effective from a date 
prior to Dec. 25, 1991. 

(d) The conditions referred to above are the following: 

(i) the filing with the International Bureau of the World 
Intellectual Property Organization (WIPO) of a request; 

(ii) the payment to the International Bureau of WIPO of a fee, 
the amount of which is 62 Swiss francs per international registra- 
tion. 

(e) The owner of each and every international registration 
concerned, or his representative (if the owner has a representative 
whose name appears in the International Register), will receive a 
written notice from the International Bureau of WIPO calling his 
attention to the fact that he can, by filing a written request, obtain 
the continuation of the effect of the international registration in 
Kazakhstan. The notice will, in particular, specify the modes of 
payment of the fee. The request must contain the identification of 
the international registration concerned by its international regis- 
tration number. A form (in French) will be attached to the notice 
and may be used. The request must be in English or French, and 
may be sent by telefax or telex. The request and the corresponding 
payment must reach the International Bureau of WIPO before the 
expiration of six months from the date of the notice sent by the 
International Bureau of WIPO; if either the request or the fee is 
received later, the request will be refused. Requests and payments 
may be made without waiting for the notice of the International 
Bureau of WIPO. 

(f) If the conditions described above are fulfilled, the interna- 
tional registration concerned will, with respect to Kazakhstan, 
have effect as from the effective date of the territorial extension to 
the Soviet Union and benefit from any priority validly claimed in 
regard such extension. 

(g) For each international registration which has territorial 
extension to the Russian Federation effective from a date prior to 
Apr. 17, 1993, the owner may request the National Patent Office of 
Kazakhstan before Nov. 1, 1993, that the said registration be 
processed as an application under the Kazakh legislation. The 
request must be accompanied by an extract from the International 
Register established by the International Bureau of WIPO, by a 
declaration that, to the best knowledge of the owner, the interna- 
tional registration still has effect in the Russian Federation, and by 
an application filed according to the Kazakh legislation. 

(h) For each international registration not covered by (c) or (g), 
above, namely, for each international registration which has no 
territorial extension to the Soviet Union or to the Russian 
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Federation or whose international registration date is later than 
Apr. 16, 1993, protection in Kazakhstan can only be obtained by 
filing, through the intermediary of the national Office of the 
country of the owner, a request for territorial extension under Rule 
20 of the Regulations under the Madrid Agreement. It is noted that 
requests for territorial extension to Kazakhstan are possible at 
present. 


VIII. Procedural Provisions 


(11) If an applicant does not have his ordinary residence or 
principal place in business in Kazakhstan, he must authorize a 
representative in Kazakhstan, and all requests, applications and 
other documents must be filed through the intermediary of such a 
representative. 

(12) The list of the persons who can act as representatives and 
the official fees applicable to the procedures referred to under 
paragraphs (5), (6), (7), (8), (9) and (10)(g) are available from the 
National Patent Office of Kazakhstan. 

(13) The request part of any application referred to under 
paragraph (5), above, any request referred to under paragraphs (6), 
(7), (9)(d)(ii) and (10)(g), above, and any declaration referred to 
under paragraphs (7), (9)(d)(ii) and (10)(g), above, must be filed in 
Kazakh or Russian. Other parts of any application referred to 
under paragraph (5), above, may be presented in other languages, 
provided that a translation into Kazakh or Russian is presented 
within two months from the filing date. 

(14) If an applicant, due to circumstances beyond his control, 
was unable to observe a time limit applicable under paragraph (6), 
(7), (9)(d), 10(g) or (13), above, the time limit may, upon request, 
be extended by two months by the National Patent Office of 
Kazakhstan. 


IX. Address of the National patent Office of Kazakhstan 


National Patent Office 

Ablai-khan avenue 93/95 

480091 Alma-Ata 

Kazakhstan 

Telex: (064) 251244 orlan su 
June 11, 1993 MICHAEL K. KIRK 
Acting Assistant Secretary 


and Acting Commissioner of 


Patents and Trademarks 


*in this announcement, an international application is regarded as 
“specifically” designating Kazakhstan either if Kazakhstan has 
been designated under Rule 4.%a) of the Regulations under the 
PCT or if the designation of Kazakhstan has been confirmed under 
Rule 4.9(c) of those Regulations. **With the exception of any such 
international application international filing date is on or after Feb. 
16, 1993, and in which Kazakhstan is specifically designated:in 
such a case, the procedure described in (e) to (g) is not applicable, 
and the procedure described in (h) applies. It should be noted that 
Kazakhstan cab be specifically designated only in those interna- 
tional applications filed on or after Feb. 16, 1993. 
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(305) Regarding Industrial Property 


Protection in Belarus 


The following announcement was furnished by the World 
Intellectual Property Organization of Geneva, Switzerland. 


ANNOUNCEMENT OF THE PROTECTION OF 
INDUSTRIAL PROPERTY IN BELARUS 


The situation of industrial property protection in Belarus is 
summarized below. 


U.S. PATENT AND TRADEMARK OFFICE 


1243 TMOG 971 
(305) 


I. Legislation 


(1) On Feb. 5, 1993, the Law on Patents for Inventions, the Law 
on Patents for Industrial Designs and the Law on Trademarks and 
Service Marks of Belarus and the respective Parliamentary De- 
crees putting the said laws into effect were adopted and entered 
into force. 


Il. Membership in Treaties 


(2) The Government of Belarus deposited on Apr. 14, 1993, a 
declaration to the effect that the Paris Convention for the Protec- 
tion of Industrial Property, the Madrid Agreement Concerning the 
International Registration of Marks and the Patent Cooperation 
Treaty continue to be applicable to Belarus. Belarus was already 
party to the Convention Establishing the World Intellectual Prop- 
erty Organization. 


III. Industrial Property Rights Granted by the Patent Office of 
the Soviet Union 


(3) A patent for invention, an industrial design patent or 
trademark certificate, which was issued by the Patent Office of the 
Soviet Union may be registered by the State Patent Office of 
Belarus at the request of the owner. Upon registration, such 
industrial property rights will be considered as having the same 
effects as a patent for invention, industrial design patent or 
trademark certificate issued by the State Patent Office of Belarus. 
The duration is 20 years from the filing date of the application with 
the patent Office of the Soviet Union in the case of a patent for 
invention, 15 years from the filing date of the application with the 
Patent Office of the Soviet Union in the case of an industrial design 
patent, and 10 years from the filing date of the request for 
registration by the State Patent Office of Belarus in the case of a 
trademark certificate, the latter request to be filed before the expiry 
of the 10-year term from the filing date of the application with the 
Patent Office of the Soviet Union. The filing date and any priority 
date of the application with the Patent Office of the Soviet Union 
will be maintained. 

(4) As regards inventors’ certificates and industrial design 
certificates granted by the Patent Office of the Soviet Union in 
relation to which a 20-year term in the case of inventions, or a 
15-year term in the case of industrial designs, both counted from 
the filing date of the application, has not expired, the State Patent 
Office of Belarus will grant for the remaining term a Belarusian 
patent for invention or industrial design patent upon the joint 
request of the applicant and the inventor (inventors). Failing the 
agreement between the applicant and the inventor (inventors), no 
patent will be granted. 

(5) The request for registration by the State Patent Office of 
Belarus must be filed before Feb. 5, 1994, in the case of inventions 
and industrial designs, and before Oct. 5, 1993, in the case of 
trademarks. It must be accompanied by the original or a copy, 
certified by a the patent owner, or the applicant, or the patent 
attorney, of the patent or certificate issued by the Patent Office of 
the Soviet Union, and also by a copy of the document attesting that 
the fee for the preceding term has been paid. 

(6) Any inventor’s certificate which is not exchanged for a 
patent for invention will enjoy the legal status which had been 
applicable to the invention in question in the Soviet Union before 
July 1, 1991. 


IV. Applications for Industrial Property Rights Filed with the 
Patent Office of the Soviet Union or with the Patent Office of 
the Russian Federation Before Feb. 5, 1993 


(7) The applicant of an application for a patent for invention or 
an inventor’s certificate, or of an application for an industrial 
design patent or an industrial design certificate which had been 
filed with the Patent Office of the Soviet Union or with the Patent 
Office of the Russian Federation before Feb. 5, 1993, and in 
respect of which a decision to grant has been taken, may request 
the State Patent Office of Belarus to issue a Belarusian patent for 
invention or industrial design patent. The request must be filed 
before Aug. 5, 1993. 

(8) The applicant of an application for a patent for invention or 
an inventor’s certificate, of an application for an industrial design 
patent or an industrial design certificate, or of an application for a 
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trademark certificate, which had been filed with the Patent Office 
of the Soviet Union or with the Patent Office of the Russian 
Federation before Feb. 5, 1993, and the processing of which has 
not been completed and in respect of which patents or certificates 
have not been granted, may request the State Patent Office of 
Belarus before Aug. 5, 1993, that the said application be further 
processed according to the Belarusian legislation and that the 
priority date of the said application be maintained, provided that 
the request is filed before the expiry of 27 months from the filing 
date of the first application in the case of inventions, and before the 
expiry of 21 months from the filing date of the first application in 
the case of industrial designs and trademarks. 


V. Applications for Industrial Property Rights Filed, Before 
Apr. 14, 1993, with the Industrial Property Offices of States 
Party to the Paris Convention for the Protection of Industrial 
Property 


(9) The State Patent Office of Belarus will recognize the priority 
date of the first application filed in a State party to the Paris 
Convention, provided that, in the case of inventions, the request 
for the grant of a Belarusian patent based on the said application 
is filed with the State Patent Office of Belarus before the expiry of 
27 months from the filing date of the first application or, in the case 
of industrial designs and trademarks, the request for the grant of a 
Belarusian industrial design patent, or for the grant of a Belarusian 
trademark certificate, based on said application, is filed with the 
State Patent Office of Belarus before the expiry of 21 months from 
the filing date of the first application. 


VI. Effects in Belarus of International Applications under the 
Patent Cooperation Treaty (PCT) 


(10) (a) As mentioned in paragraph (2), above, on Apr. 14, 1993, 
Belarus deposited a declaration of continuation, the effect of which 
is that the Patent Cooperation Treaty (PCT) is applied by Belarus. 
Nationals and residents of Belarus can therefore file international 
applications, and Belarus can be designated and elected in inter- 
national applications filed, from that date. 

(b) Rules 32.1 and 32.2 of the Regulations under the PCT, allow 
the extension of international applications to certain successor 
States. 

(c) For the purpose of determining the status of international 
applications with respect to Belarus, one has to distinguish 
between: 

(i) international applications designated the Soviet Union 
which were filed before Dec. 25, 1991 (see (d), below); 

(ii) international applications-irrespective of the designations 
they contain-which were filed between Dec. 25, 1991, and June 22, 
1993 (see (e) to (g), below); 

(iii) international applications specifically* designated Be- 
larus filed on or after Apr. 14, 1993 (see (h), below). 

(d) As regards any international application whose international 
filing date is before Dec. 25, 1991, and in which the Soviet Union 
has been designated, the “national filing effect” of any such 
application under Article 11(4) of the PCT will, pursuant to the 
deposit by Belarus of its declaration of continuation, be recognized 
in Belarus. The conditions under which any such international 
application, or any patent or inventor’s certificate resulting there- 
from and granted by the Patent Office of the Soviet Union or by the 
Patent Office of the Russian Federation, may continue to have 
effect in Belarus are the following: 

(i) if a patent for invention or an inventor’s certificate has 
been granted by the Patent Office of the Soviet Union or by the 
Patent Office of the Russian Federation on the basis of interna- 
tional application, the conditions referred to in paragraph (3) to (6) 
above, are applicable; 

(ii) if the applicant has entered the national phase before the 
Patent Office of the Soviet Union or the Patent Office of the 
Russian Federation but a patent for invention or an inventor's 
certificate has not been granted by either of those Offices, the 
conditions referred to in paragraphs (7) and (8), above, are 
applicable, provided that the applicant, before Aug. 5, 1993, files 
with the State Patent Office of Belarus a request that the interna- 
tional application be further processed according to the Belarusian 
legislation; the request must be accompanied by a copy of the 
Russian translation of the international application submitted to 
the Patent Office of the Soviet Union or the Patent Office of the 
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Russian Federation and a declaration that the application is still 
pending before the Patent Office of the Russian Federation, except 
where a decision to grant a patent has been made, in which case 
only the requirements referred to in paragraph (7), above, apply; 

(iii) if the applicant has not entered the national phase before 
the Patent Office of the Soviet Union or the Patent Office of the 
Russian Federation and the time limit for entering the national 
phase had not expired on Dec. 24, 1991, the applicant must furnish 
to the State Patent Office of Belarus,within the following time 
limit, a translation of the international application into Belarusian 
or Russian and evidence that the prescribed fee (see paragraph 
(13), below) has been paid to the latter Office. 

--before Aug. 5, 1993, or before the expiration of 21 months 
from the priority date, whichever is later, if Belarus is not elected 
under Chapter II of the PCT within 19 months from the priority 
date; 

--before Aug. 5, 1993, or before the expiration of 31 months 
from the priority date, whichever is later, if Belarus is elected 
under Chapter II of the PCT within 19 months from the priority 
date. 

(e) As regards any international application whose international 
filing date is later than Dec. 24, 1991, and not later than June 22, 
1993,** its effect may be extended to Belarus (irrespective of the 
designations it contains) through the performance by the applicant 
of the following acts: 

(i) filing with the International Bureau of the World Intellec- 
tual Property Organization (WIPO) a request for extension; 


*In this announcement, an international application is regarded as “specifi- 
cally” designating Belarus either if Belarus has been designated under Rule 
4.%a) of the Regulations under the PCT or if the designation of Belarus has 
been confirmed under Rule 4.9(c) of those Regulations. 

**With the exception of any such international application whose interna- 
tional filing date is on or after Apr. 14, 1993, and in which Belarus is 
specifically designated: in such a case, the procedure described in (e) to (g) 
is not applicable, and the procedure described in (h) applies. It should be 
noted that Belarus can be specifically designated only in those international 
applications filed on or after Apr. 14, 1993. 


(ii) paying to the International Bureau of WIPO an extension 
fee of 185 Swiss francs, payable only in Swiss francs. 

(f) The applicant in respect of each and every international 
application referred to in (e), above, or his agent or common 
representative if there is one, will receive a written notification 
form the International Bureau of WIPO drawing his attention to 
the fact that he can, by filing a written request for extension, 
extend the effects of the international application to Belarus. The 
notification will, in particular, specify the modes of payment of the 
extension fee of 185 Swiss francs. The request for extension must 
contain the identification of the applicant’s international applica- 
tion by its international application number. A form which may be 
issued for the purpose of requesting the extension to Belarus will 
be attached to the notification. The request for extension must be 
in English or French, and may be sent by telefax or telex. The 
request for extension and the corresponding payment must reach 
the International Bureau of WIPO before the expiration of three 
months from the date of the notification sent by the International 
Bureau of WIPO; if either the request or the fee is received later, 
the request will be refused. It is recommended that applicants 
await the notification from the International Bureau of WIPO and 
use the form attached to it, but requests and payments may be 
made prior to receipt of the notification from the International 
Bureau of WIPO. 

(g) If the conditions described in (e) and (f), above, are fulfilled, 
Belarus will be considered as having been designated in the 
international application on its international filing date. In order to 
enter the national phase before the State Patent Office of Belarus, 
the applicant must furnish to that Office, within the following time 
limit, both a translation of the international application into 
Belarusian or Russian and evidence that the prescribed fee (see 
paragraph (13), below) has been paid: 

(i) before Aug. 5, 1993, or before the expiration of 21 months 
from the priority date, whichever is later, if Belarus is not elected 
under Chapter II of the PCT within 19 months from the priority 
date and item (iii) does not apply: 

(ii) before Aug. 5, 1993, or the expiration of 31 months from 
the priority date, whichever is later, if Belarus is elected under 
Chapter II of the PCT within 19 months from the priority date; 
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(iii) before Aug. 5, 1993, or the expiration of 31 months from 
the priority date, whichever is later, if a request for extension to 
Belarus is made after, but the demand for international preliminary 
examination was made before, the expiration of 19 months from 
the priority date, and a later election of Belarus is made together 
with the request for extension or within three months from the date 
of the request for extension. 

(h) As regards any international application whose International 
filing date is on or after Apr. 14, 1993, and in which Belarus is 
specifically designated, the applicant, in order to enter the national 
phase before the State Patent Office of Belarus, must furnish to that 
Office, within the following time limit, both a translation of the 
international application into Belarusian or Russian and evidence 
that the prescribed fee (see paragraph (13), below) has been paid 
to the said Office: 

(i) before the expiration of 21 months from the priority date 
if Belarus is not elected under Chapter II of the PCT with 19 
months from the priority date; 

(ii) before the expiration of 31 months from the priority date 
if Belarus is elected under Chapter II of the PCT within 19 months 
from the Priority date. 


VIL. Effects in Belarus of International Registrations under the 
Madrid Agreement Concerning the International Registration 
of Marks 


(11) (a) As mentioned in paragraph (2), above, On Apr. 14, 
1993, Belarus deposited a declaration of continuation, the effect of 
which was that the Madrid Agreement Concerning the Interna- 
tional Registration of Marks is applied by Belarus. _ 

(b) Pursuant to the deposit of the declaration of continuation and 
to Rule 38 of the Regulations under the Madrid Agreement, certain 
international registrations may have effect in Belarus subject to the 
conditions described below. The international registrations are 
those which have a territorial extension to the Soviet Union 
effective from a date prior to Dec. 25, 1991. 

(c) The conditions referred to above are the following: 

(i) the filing with the International Bureau of the World 
Intellectual Property Organization (WIPO) of a request: 

(ti) the payment to the International Bureau of WIPO of a fee, 
the amount of which is 62 Swiss francs per international registra- 
tion. 

(d) The owner of each and every international registration 
concerned, or his representative (if the owner has a representative 
whose name appears in the International Register), will receive a 
written notice from the International Bureau of WIPO drawing his 
attention to the fact that he can, by filing a written request, obtain 
the continuation of the effect of the international registration in 
Belarus. The notice will, in particular, specify the modes of 
payment of the fee. The request must contain the identification of 
the international registration concerned by its international regis- 
tration number. A form (in French) will be attached to the notice 
and may be used. The request must be in English or French, and 
may be sent by telefax or telex. The request and the corresponding 
payment must reach the International Bureau of WIPO before the 
expiration of six months from the date of the notice sent by the 
International Bureau of WIPO; if either the request or the fee is 
received later, the request will be refused. Requests and payments 
may be made upon receipt of the notice of the International Bureau 
of WIPO. 

(e) If the conditions described above are fulfilled, the interna- 
tional registration concerned will, with respect to Belarus, have 
effect as of the effective date of the territorial extension to the 
Soviet Union and benefit from any priority validly claimed with 
regard to such extension. 

(f) For each international registration which has a territorial 
extension to the Russian Federation effective as of a date between 
Dec. 25, 1991 and Apr. 14, 1993, the owner may request the State 
Patent Office of Belarus, before Aug. 5, 1993, that the said 
registration be processed as an application under the Belarusian 
legislation. The request must be accompanied by an extract from 
the International Register established by the International Bureau 
of WIPO, by a declaration that, to the best knowledge of the 
owner, the international registration still has effect in the Russian 
Federation, and by an application filed according to the Belarusian 
legislation. 
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(g) For each international registration not covered by (b) or (f), 
above, namely, for each international registration which has no 
territorial extension to the Soviet Union or to the Russian 
Federation or whose international registration date is later than 
Apr. 14, 1993, protection in Belarus can only be obtained by filing, 
through the intermediary of the national Office of the country of 
the owner, a request for territorial extension under Rule 20 of the 
Regulations under the Madrid Agreement. It is noted that requests 
for territorial extension to Belarus are possible at present. 


VIII. Procedural Provisions 


(12) If an applicant does not have his ordinary residence or 
principal place in business in Belarus, he must authorize a 
representative in Belarus, and all requests, applications and other 
documents must be filed through the intermediary of such a 
representative. 

(13) The official fees applicable to the procedures referred to 
under paragraphs (3), (4), (5), (7), (8) (10) and (11)(f) are available 
from the State Patent Office of Belarus. 

(14) Any request referred to under paragraphs (3), (4), (5), (7), 
(8), (10)(d)(ii) and (11)(f), above, and any declaration referred to 
under paragraphs (10)(d)(ii) and (11)(f), above, must be filed in 
Belarusian or Russian. 


IX. Address of the National Patent Office of Belarus 


State Patent Office of Belarus 
66, pr. Skoriny 
Minsk 220072 
Belarus 
Tel.: (70172) 395 840 
Fax.: (70172) 394 130 
June 11, 1993 MICHAEL K. KIRK 
Acting Assistant Secretary 
and Acting Commissioner of 
Patents and Trademarks 
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(306) Regarding Patent and Trademark Rights 


in the Republic of Lithuania 


The State Patent Bureau of the Republic of Lithuania has 
provided the U.S. Patent and Trademark Office with information 
regarding the protection of inventions, industrial designs, and 
trademarks in the Republic of Lithuania. 

Following is the unedited text of the SUMMARY OF INDUS- 
TRIAL PROPERTY PROTECTION IN LITHUANIA, provided in 
English translation by the Government of Lithuania, outlining the 
status of industrial property protection in Lithuania pending 
enactment of new legislation. 

“The system of industrial property protection in Lithuania 
functioned reasonably well until 1940 (‘Law on Protection of 
Trademarks’ of Jan. 27, 1925, “Law on the Protection of Inventions 
and Improvements’ of May 14, 1928, “Law on the Protection of 
Industrial Models and Designs’). 

* Since 1940 industrial property protection in Lithuania had 
been based on legal acts of the Soviet Union. 

¢ After Lithuania has declared it’s independence it started 
establishing an independent national industrial property legisla- 
tion. On Apr. 12, 1991, the Government of the Republic of 
Lithuania established the Lithuanian Patent Office, which is 
functioning under the name of the State Patent Bureau. On Dec. 1, 
1991, the State Patent Bureau has proceeded the registration of 
Company Names of the Republic of Lithuania under the Regula- 
tions of Company Names. 

Since Apr. 30, 1992 the Republic of Lithuania is a member of 
the World Intellectual Property Organization (WIPO). 

* In order to ensure legal protection of industrial property 
(inventions, industrial designs and trademarks), rights of inventors, 
patent owners and investors on May 20, 1992 the Government of 
the Republic of Lithuania adopted a Decree No 362 on provisional 
measures until the laws of the Republic of Lithuania on inventions, 
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industrial designs and trademarks are adopted. The contents of the 
provisional measures and their main consequences are summa- 
rized below. 


INDUSTRIAL PROPERTY RIGHTS GRANTED BY THE 
PATENT OFFICE OF THE FORMER SOVIET UNION 


1. Valid patents for inventions, as well as valid inventor’s 
certificates, granted by the Patent Office of the former Soviet 
Union on the basis of applications filed beginning with Jan. 1, 
1978, shall be registered as patents of the Republic of Lithuania for 
a period not longer than 15 years from the date of filing an 
application, provided that the inventor together with the applicant 
or the patent owner files a request to that effect with the State 
Patent Bureau no later than Sept. 30, 1993 and pays the prescribed 
State fee. Failing such a request, the patent or inventor’s certificate 
will not have any effect in the Republic of Lithuania. 

2. Industrial design for which valid industrial design patent or 
industrial design certificates granted by the Patent Office of the 
former Soviet Union on the basis of applications filed beginning 
with Jan. 1, 1983 shall be registered as industrial designs in the 
Republic of Lithuania for a period of 5 years with a possibility of 
renewing the registration for 5 consecutive years but not longer 
than for a period of 10 years from the date of filing an application 
provided that the creator of the industrial design together with the 
applicant or the patent owner files a request to that effect with the 
State Patent Bureau not later than Sept. 30, 1993 and pays the 
prescribed State fee. Failing such a request, the industrial design 
patent or certificate shall not have any effect in Lithuania. 

3. A patent or industrial design, which has been registered under 
paragraph | or 2 above, will have no effect against any person who 
in the Republic of Lithuania, prior to the date of the request for 
registration was using the invention or industrial design protected 
by inventor’s certificate or certificate or was making effective and 
serious preparation for such use. 

4. Trademarks for which valid trademark certificates were granted 
by the Patent Office of the former Soviet Union shall be registered 
as trademarks in the Republic of Lithuania for a period of 10 years, 
provided that the owner of the trademark certificate files a request 
to that effect with the State Patent Bureau not later than Sept. 30, 
1993 and pays the prescribed State fee. The same applies to 
international trademark registration effected under Madrid Agree- 
ment concerning the International Registration of Marks, for 
which valid trademark certificates had the territorial extension to 
the Former Soviet Union. Failing such a request, the trademark 
certificate will not have any effect in the Republic of Lithuania. 
5. Priority rights may be claimed from May 20, 1992 onwards, but 
not later than Apr. 30, 1993, on the basis of previous patents, 
industrial design and trademark applications filed with the Patent 
Office of the former Soviet Union after Jan. 1, 1990, and which 
were pending on Jan. 31, 1992. Such priority rights are governed 
by the provisions of Article 4 of the Paris Convention for the 
Protection of Industrial Property. 

6. Information regarding patents for inventions and industrial 
designs and trademark certificates shall be published in the 
OFFICIAL GAZETTE of the State Patent Bureau of the Republic 
of Lithuania. 


NEW APPLICATIONS FOR INDUSTRIAL PROPERTY 
RIGHTS FILED WITH THE STATE PATENT BUREAU OF THE 
REPUBLIC OF LITHUANIA 


7. Pending the enactment of industrial property legislation in 
Lithuania, it is possible to file patent applications and applications 
for the registration of industrial designs and of trademarks with the 
State Patent Bureau on the basis of legal acts of the Republic of 
Lithuania. 

Foreign natural and legal persons, having their ordinary resi- 
dence or principle place of business outside Lithuania, shall file 
requests and applications only through a patent attorney, registered 
in the Register of patent attorneys of the Republic of Lithuania. 


Copies of the list of fees of the State Patent Bureau of the 
Republic of Lithuania and of the list of registered patent attorneys 
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are available from Box 4, U.S. Patent and Trademark Office, 
Washington, D.C. 20231 
July 7, 1993 MICHAEL K. KIRK 
Acting Assistant Secretary 
and Acting Commissioner of 
Patents and Trademarks 
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(307) Regarding Industrial Property Rights 


in the Republic of Slovenia 


The Industrial Property Protection Office of the Republic of 
Slovenia has provided the U.S. Patent and Trademark Office 
(USPTO) with a consolidated text, in English, of the Law on 
Industrial Property of the Republic of Slovenia which regulates the 
grant and protection of patents, model rights and design rights, 
trademarks and service marks, and appellations of origin. In 
addition, the Industrial Property Protection Office has notified the 
USPTO that it has entered into an “extension agreement” with the 
European Patent Organisation that will enter into force in January 
1994. After entry into force of the agreement, it will be possible to 
obtain patent protection in Slovenia through obtaining a European 
patent. The Republic of Slovenia also plans to ratify the Patent 
Cooperation Treaty administered by the World Intellectual Prop- 
erty Organization. 

A copy of the consolidated text of the Slovenian industrial 
property law can be obtained by writing to the U.S. Patent and 
Trademark Office, Box 4, Washington, D.C. 20231. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1154 TMOG 39] 





(308) Regarding Industrial Property 


Rights In The Republic Of Croatia 


The State Patent Office of the Republic of Croatia has provided 
the U.S. Patent and Trademark Office with information regarding 
the protection of inventions, industrial designs, and trademarks 
and appellations of origin in the Republic of Croatia. 


Following is the unedited text of the document provided in 
English translation by the Government of Croatia, outlining the 
status of industrial property protection. 


“I. INTELLECTUAL PROPERTY IN 
CROATIA 


THE REPUBLIC OF 


MEMBERSHIP IN INTERNATIONAL ORGANIZATIONS, 
CONVENTIONS AND TREATIES 


The Republic of Croatia is a party to the following conventions: 
* the Convention Establishing the World Intellectual Property 
Organization; 
* the Paris Convention for the Protection of Industrial Property: 
* the Madrid Agreement Concerning the International Registration 
of Marks; 
* the Nice Agreement Concerning the International Classification 
of Goods and Services for the Purposes of the Registration of 
Marks; 
* the Locarno Agreement Establishing an International Classifica- 
tion for Industrial Designs; 
¢ the BERNE Convention for the Protection of Literary and 
Artistic Works based on the notifications confirmed by the Director 
General of the World Intellecutal Property Organization, in his 
letter of 29, July, 1992, considered to be effective from 8, October, 
1991, the date of indepandance declaration of the Republic of 
Croatia. 
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This fact grants the continuity of membership of the Republic of 
Croatia in the aforementioned conventions, starting from the found 
state of former Socialist Federal Republic of Yugoslavia. 


fl. INDUSTRIAL PROPERTY 
CROATIA 


IN THE REPUBLIC OF 


1. MAIN FEATURES OF INDUSTRIAL PROPERTY LAW IN 
THE REPUBLIC OF CROATIA 


Industrial Property Law comprises: 
* patents; 

* designs; 

* trademarks and service marks; 

* appellations of origin. 

According to this Law, which is basically in accordance with the 
aforementioned conventions and arrangements, the validity of 
patent is 20 years, and the validity of designs and marks 10 years 
upon the submission of the patent application. The validity of 
marks can be renewed without limitations. Foreign legal and 
physical persons are obliged to protect their industrial property 
rights in the Republic of Croatia by means of an authorized 
representative, either a Croatian citizen or a local legal entity. 


3. INDUSTRIAL PROPERTY 
CROATIA-PROSPECTS 


IN THE REPUBLIC OF 


A new law on industrial property is expected to be passed during 
1994, conceding the use of the institution of complete examination 
of conditions for the grant of patents. Within general activities 
aimed at harmonization and unification of the legal provisions 
governing idustrial property rights, the State Patent Office will take 
up the activities concerning the admission to PCT and the 
European Patent Convention. 


4. INDUSTRIAL PROPERTY RIGHTS GRANTED OR AP- 
PLIED FOR BY SUBMITTING AN APPLICATION, TO THE 
FORMER FEDERAL PATENT OFFICE FOR THE TERRITORY 
OF FORMER YUGOSLAVIA (SFRY) 


4.1. The Industrial property rights granted through the former 
Federal Patent Office up to 8 October, 1991 are regulated in Article 
10, paragraph | and 2 of the Law on Changes and Amendments of 
the Law on Protection of Inventions, Technical Improvements and 
Distinctive Signs (“Official Gazette of the Republic of Croatia”, 2 
April, 1992): “All rights of industrial property which are granted 
by the decisions of the former Federal Patent Office up to 8 
October 1991 are valid on the territory of the Republic of Croatia 
up to their expiration. Upon the request of the rightfull claimants 
from the aforementioned paragraph, the State Patent Office will 
enter this particular right into the corresponding register.’ 


4.2. Rights acquired in former Yugoslavia by the international 
registration of marks (International Bureau of WIPO, Geneve) 


The Assembly of the Madrid Union on 29 September, 1992 
adopted the new Rule No. 38, which apart from the Republic of 
Croatia applies to Solvenia and Ukraine, of the Regulations under 
the Madrid Arrangement, according to which the internationally 
registered marks with the territorial sign YU with the dates earlier 
1 December, 1992 can be effective in the Republic of Coratia, 
provided that: 

* a request is submitted to the International Bureau of WIPO, 
Geneve (on the basis of the written notification of the International 
Bureau of WIPO); 

* a fee in the amount of 62 Swiss francs for each internationally 
registered mark is paid to the International Bureau. 


The International Bureau will by the end of 1992 notify in 
written form each of the owners of the internationally registered 
mark with the sign YU, with the appeal to utilize the possibility 
provided by the Rule No. 38 prior to March 1, 1994. 


4.3. The Industrial property rights applied for by submitting the 
application at the former Federal Patent Office before 8 October, 
1991, which were not granted or declined, can be effected in the 
Republic of Croatia by submitting the same applications to the 
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State Patent Office until 4 November, 1993 (this period was 
prolonged by the Regulation of the Government of the Republic of 
Croatia of 14 April, 1993).” 


The address of the State Patent Office is: 


State Patent Office 

of the Republic of Croatia 
Avenija Vukovar 78 41000 Zagreb 
CROATIA 


The State Patent Office of the Republic of Croatia has also 
provided a copy of the fees charged and a list of patent attorneys 
authorized to practice. Copies of these can be provided on request. 
Please send request to U.S. Patent and Trademark Office, Office of 
Legislation and International Affairs, Box 4, Washington, D.C. 
20231. 


Nov. 4, 1993 BRUCE A. LEHMAN 


Assistant Secreaty of Commerce and 
Commissioner of Patents and Trademarks 
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(309) Regarding Patent And Trademark Rights 


In The Former Yugoslav Republic Of Macedonia 


The Ministry of Development of the former Yugoslav Republic 
of Macedonia has provided the U.S. Patent and Trademark Office 
with information regarding the status of industrial property pro- 
tection within the former Yugoslav Republic of Macedonia. 


Following is the unedited text of the ANNOUNCEMENT ON 
THE PROTECTION OF INDUSTRIAL PROPERTY IN THE 
FORMER YUGOSLAV REPUBLIC OF MACEDONIA, provided 
in English translation by the Ministry of Development. 


“The present situation of industrial property protection in the 
former Yugoslav Republic of Macedonia is summarized below. 


I. Legislation 


(1) On July 14, 1993, the Industrial Property Act entered into 

force. An Office for the Protection of Industrial Property of the 
former Yugoslav Republic of Macedonia will be set up within a 
few months. 
(2) Pending the setting-up of the said Office, applications for 
patents for inventions, utility models, industrial designs, trade- 
marks, service marks and appellations of origin may be filed with 
the Ministry of Development in order to establish a filing or 
priority date. Applications so filed will not, however, be processed 
to grant or refusal until the said Office has been established. 


II. Application of International Treaties 


(3) On July 23, 1993, the former Yugoslav Republic of Macedonia 
deposited a declaration the effect of which is that all those treaties 
administered by WIPO to which Yugoslavia was party continue to 
be applicable as far as the former Yugoslav Republic of Macedonia 
is concerned. Those treaties are: the Convention Establishing the 
World Intellectual Property Organization, the Paris Convention for 
the Protection of Industrial Property, the Madrid Agreement 
Concerning the International Registration of Marks, the Nice 
Agreement Concerning the International Classification of Goods 
and Services for the Purposes of the Registration of Marks, the 
Locarno Agreement Establishing an International Classification 
for Industrial Designs and the Berne Conventon for the Protection 
of Literary and Artistic Works. 


(4) A further announcement will be made on the procedure to be 
followed to confirm the effect of international registrations to Rule 
38 of the Regulations under the Madrid Agreement. 
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Ill. Applications for Industrial Property Rights Previously 
Filed with the Former Federal Patent Office in Belgrade and 
Industrial Property Rights Granted by the Former Federal 
Patent Office in Belgrade 


(5) The applicant of any application for an industrial property right 
filed with the former Federal Patent Office in Belgrade prior to 
April 26, 1992, may file with the Office for the Protection of 
Industrial Property of the former Yugoslav Republic of Mace- 
donia, after its establishment and prior to July 7, 1994, a request 
that the application be further processed. 

(6) The owner of any industrial property right granted by the 
former Federal Patent Office in Belgrade and valid on July 7, 1993, 
may file with the Office for the Protection of Industrial Property of 
the former Yugoslav Republic of Macedonia, after its establish- 
ment and prior to July 7, 1995, a request to the effect that the 
granted industrial property right be considered for the remaining 
period of its validity as an industrial property right granted by the 
Office for the Protection of Industrial Property of the former 
Yugoslav Republic of Macedonia. 


IV. Address of the Ministry of Development 


Ministry of Development 

Bote Bocevski 9 

91000 Skopje 

The former Yugoslav Republic of Macedonia 


Telephone (3891) 220 678 
Telefax (3891) 223 027 
Nov. 4, 1993 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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(310) Regarding Industrial Property 


In The Kygyz Republic 


The following notice is reprinted from the December 1993 
edition of “Industrial Property” published by the World Intellectual 
Property Organization, giving the status of industrial property 
protection in the Kyrgyz Republic: 


The present situation of industrial property protection in the 
Kyrgyz Republic is summerized below. 


I. Legislation 


(1) Pending the enactment of the industrial property laws, the 
Government of the Kyrgyz Republic adopted, on August 2, 1993, 
the Provisional Regulations on Industrial Property, which cover 
inventions, utility models, industrial designs and trademarks. It is 
possible, as of August 2, 1993, to file applicastions for the grant of 
patents for inventions and for the registration of utility models, 
industrial designs and trademarks with the Patent Department of 
the State Committee on Science and New Technologies of the 
Kyrgyz Republic. 


Ii. Application of International Treaties 


(2) The Kyrgyz Republic intends to become party to the 
Convention Establishing the World Intellectual Property Organi- 
zation (WIPO), to the Paris Convention for the Protection of 
Industrial Property, to the Madrid Agreement Concerning the 
International Registration of Marks, to the Patent Cooperation 
Treaty (PCT) and to the Nice Agreement Concening the Interna- 
tional Classification of Goods and Services for the Purposes of the 
Registration of Marks. 

(3) Announcements will be made as soon as the Kyrgyz 
Republic becomes party to the treaties mentioned in paragraph (2), 
above, or to any other treaties administered by WIPO. Details will 
be given at that stage of the procedures to be followed to confirm 
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the application to the Kyrgyz Republic of certain international 
applications under the PCT and certain international registrations 
under the Madrid Agreement. 


Ill. Reregistration of Industrial Property 
Titles Granted by the Patent Office of the 
Soviet Union and Further Processing of 
Pending Applications 


(4) The owner of a patent for invention, an inventor's certificate, 
an industrial design patent or certificate granted by the Patent 
[O009a|cnOffice of the Soviet Union and still in force may file 
directly with the Patent Department of the State Committee on 
Science and New Technologies of the Kyrgyz Republic before 
May 1, 1994, a request for the grant of a Kyrgyz patent for 
invention, design patent or trademark certificate. 

(5) An applicant of an application for a patent for invention, for 
an industrial design patent or for a trademark certificate filed 
before August 2, 1993, with the express or implied intention of 
obtaining protection also in the Kyrgyz Republic and pending with 
the Patent Office of the Russian Federation may file with Patent 
Department of the State Committee on Science and New Tech- 
nologies of the Kyrgyz Republic before May 1, 1994, a request 
that the application be further processed under Kyrgyz legislation. 


IV. Procedural Provisions 


(6) The procedures referred to in paragraphs (1), (4) and (5) are 
subject to payment of the prescribed fees. 


V. Address of the Patent Office 


Patent Department of the State Committee on Science and New 
Technology 87, Isanov St. 

720001 Bishkek 

Kyrgyz Republic 

Telephone: (3312) 21 54 86 

21 54 94 


Facsimile: (3312) 21 25 91 
BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 
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International Protection of 
Government Emblems and Seals 


Change of Intent 


The Patent and Trademark Office, Department of Commerce, 
intends to forward only the 50 State seals plus one department seal 
for each department listed in the publication “Seals and Other 
Devices in Use at the Government Printing Office” (“Seals”) 
instead of the entire publication, as indicated on page 59366 of the 
Federal Register of Dec. 23, 1975. 


Since the publication had been printed in 1975, it was assumed 
that few deletions and additions would be necessary. However, the 
response to the above notice, along with some necessary deletions, 
resulted in a large number of seals in the publication requiring 
deletion. This rendered the publication unacceptable for submis- 
sion to the World Intellectual Property Organization (WIPO). 


Therefore, the Patent and Trademark Office now intends to 
forward only the 50 State seals along with the departmental seal 
denoted “No. 1” for each department listed in the “Seals” 
publication. If this is not the preferred departmental or State seal, 
the department or State involved is requested to notify the Patent 
and Trademark Office by Sept. 21, 1976. This notification should 
either specify the number of the preferred seal, as it appears in the 
“Seals” publication, or provide a clear, black and white photo- 
graph, suitable for reproduction, of the preferred seal. The seal 
must be no larger than | 1/2 inches in diameter. 
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These seals will then be forwarded to WIPO for protection 
under Article 6 of the Paris Convention for the Protection of 
Industrial Property. 


Address all correspondence to: Commissioner of Patents and 
Trademarks, Washington, D.C. 20231. 


Aug. 18, 1976 C. MARSHALL DANN 


Commissioner of Patents 
and Trademarks 


Published in 41 F.R. 35741 
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(312) Indexing Against a Recorded Assignment 


It has been the practice of the Patent and Trademark Office 
(PTO) to process requests for indexing against a recorded docu- 
ment by adding the newly requested property to the data base 
record for the previously recorded document, except if the previ- 
ously recorded document was an assignment. The PTO only 
required a transmittal letter with the recording fee and not a copy 
of the previously recorded document to process the indexing 
request. While indexing the additional properties resulted in the 
assignment data base being updated, the indexing request itself 
was never microfilmed to become part of the official record. 

Effective immediately, the PTO will no longer process such 
indexing requests. Such indexing requests do not comply with 37 
CFR 3.11, 3.28, and 3.31 which require that each request for 
recordation include the document to be recorded and a cover sheet. 
Instead of filing an indexing request, a party should submit a cover 
sheet in conformance with 37 CFR 3.31, a true copy of the 
document, and the recording fee. PTO will assign a new recording 
date to that submission, update the assignment data base, and 
microfilm the cover sheet and document to become part of the 
official record. 
Nov. 3, 1993 THERESA A. BRELSFORD 

Assistant Commissioner for 
Public Services and 
Administration 
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(313) Helpful Hints 


Assignment Cover Sheets 


The Office developed PTO Form 1594, Recordation Form Cover 
Sheet (Trademarks), and PTO Form 1595, Recordation Form 
Cover Sheet (Patents), to facilitate submitting data required to 
record an assignment. The first versions of these forms have been 
available since Sept. 1992, and most assignments are now received 
with them. Both forms and their instructions will be updated later 
this year to remove ambiguities and incorporate suggestions 
received from customers. Until the revisions are completed, the 
Office will continue to work with practitioners to improve the 
utility of the current forms. 


A practitioner recently noted that the current cover sheets for 
both patent and trademark assignments are not clear as to the 
proper entry of different execution dates (Item 3) when there are 
multiple assignors shown (Item 1). Pending redesign of the forms, 
the Office suggests when there are multiple assignors named in 
Item 1, number each assignor, and in Item 3, preface each 
execution date with the corresponding number. if all assignor 
information cannot be entered in the space provided for Item 1, 
enter “See Attached List” and proceed in the same manner. This 
will enable Assignment Branch staff to associate the correct date 
with the appropriate assignor. 


U.S. PATENT AND TRADEMARK OFFICE 
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Another practitioner called to our attention the fact that although 
the forms indicate “Total number of pages comprising cover sheet” 
(Item 9), Assignment Branch staff frequently cross out that entry 
and replace it with the total number of pages submitted, both in 
cover sheets and the assignment instrument itself. Soon after the 
forms were printed, Assignment Branch staff found they were 
better able to verify document integrity by using the total number 
of pages per submission. This number is then used as a cross-check 
as the assignment moves through the recordation process, receives 
reel and frame numbers, is microfilmed, and returned to the 
customer. Pending revisions to the forms, the preferred procedure 
is to indicate the total number of pages submitted, both in cover 
sheets and the attached assignment. 


Additional comments or suggestions for improving either or 
both assignment cover sheets should be directed to Audrey Britt, 
Chief, Assignment Branch, at (703) 308-9706. 

Mar. 8, 1993 THERESA A. BRELSFORD 
Assistant Commissioner for 
Public Services and 
Administration 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 1, 2 and 3 
[Docket No. 910246-2140] 
RIN 0651-AA43 


Changes in Patent and Trademark 
Assignment Practice 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule. 

Summary: The Patent and Trademark Office (Office) is amending 
the rules of practice regarding assignments in patent and trademark 
cases to improve and clarify the rules, to codify changes in practice 
and to consolidate the rules. The Office has combined the 
assignment rules currently in Parts 1 and 2 into a new Part 3 
directed to assignments. 

Effective Date: Sept. 4, 1992. These rules will be applicable to all 
documents filed with the Office on or after the effective date. 
For Further Information Contact: Trademark related matters: 
Lynne Beresford by telephone at (703) 305-9464 or by mail 
marked to her attention addressed to the Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. 

Patent related matters: Jeffrey V. Nase by telephone at (703) 
305-9282 or by mail marked to his attention and addressed to 
Commissioner of Patents and Trademarks, Box DAC, Washington, 
D.C. 20231. 

Supplementary Information: In a Notice of Proposed Rulemaking 
published in the Federal Register on May 10, 1991 at 56 FR 21641 
and in the Patent and Trademark Office “Official Gazette” of June 
4, 1991 at 1127 O.G. 8-16, the Office proposed to amend the rules 
of practice in patent and trademark cases to revise, simplify, 
remove, or clarify existing assignment rules or to codify certain 
practices currently in effect. Changes were proposed for rules 
relating to the documents that will be recorded, to the requirements 
for recording a document, to the effect of recording, to new cover 
sheet requirements, to the appointment of domestic representa- 
tives; and to prosecution by assignees and issuance to assignees. 
While the existing rules do not require a cover sheet to accompany 
each document submitted for recording, typically a cover letter is 
submitted to ensure proper processing of the document. 

The Office has encouraged the public to use a cover letter 
containing specific information concerning the document being 
submitted with each document submitted for recording. See 
“Helpful Hints”, 1114 Official Gazette 77 (May 29, 1990). The 
public has adopted the suggested procedure to such an extent that 
most documents now submitted for recordation are accompanied 
by a cover letter which contains the suggested data. Documents 
submitted with these cover letters have enabled the Office to 
greatly improve the quality and efficiency of the recording process. 
To better ensure that the correct data is captured in recordation and 
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recorded promptly, the Office is making a cover sheet mandatory. 
The cover sheet will coniain all the information necessary for the 
Assignment Branch to properly and promptly process the docu- 
ment. 

Written comments were submitted by 12 firms, 2 individuals, 4 
corporationsand | organization. No one testified at the oral hearing 
held on July 17, 1991. 

The following includes a brief discussion of the rules being 
changed and the reasons for those changes, a detailed section-by- 
section analysis of the final rules, and an analysis of the comments 
received in response to the notice of proposed rulemaking. 
Specific Rules to be Deleted or Added: The existing rules of 
practice in Parts 1 and 2 of Title 37 of the Code of Federal 
Regulations which are deleted are §§ 1.32, 1.331, 1.332, 1.333 
1.334, 2.185, 2.186 and 2.187. These rules are deleted in their 
entirety and rewritten and renumbered under a new Part 3. Table | 
is provided to assist readers in correlating previous rules with the 
new rules. 


TABLE 1 





Old Section New Section 
1.32 

1.331 (a) 
1.331(b) 
1.331(c) 
1.332 
1.333 
1.334 
2.185(a) 
2.185(a)(1) 
2.185(a)(2) 
2.185(a)(3) 
2.185(a)(4) 
2.185(b) 
2.185(c) 
2.186 
2.187 


3.71 & 3.73 
3.11 

3.26 

3.21 

3.51 

3.56 

3.81 

3.11 

3.31 

3.26 

3.41 

3.61 
3.31(b) 
3.51 

3.71 & 3.73 
3.85 





Consideration was given to moving § 1.12 (Assignment records 
open to public inspection.) to Part 3. However, since this section 
primarily relates to records maintained by the Office and proce- 
dures for accessing those records, and no comments were received 
regarding the placement of § 1.12, this section remains under the 
general heading “Records and Files” of the Patent and Trademark 
Office. 

Discussion of Specific Rules to be Changed or Added: Section 
1.12(a) is revised to reflect the fact that all assignment records 
related to pre-1955 trademark records and pre-1957 patent records 
were transferred to the National Archives and Records Adminis- 
tration (NARA) during 1990. All assignments recorded on or after 
January 1, 1955, for trademarks and May 1, 1957, for patents 
continue to be maintained by the Office. The pre-1955/1957 
records have been transferred to NARA to allow for greater 
accessibility to the public, improvement of file integrity for the 
older records, and preservation of these materials. The pre-1955/ 
1957 assignment cards, digest books, and libers were stored in four 
locations: the Assignment Search Room (ASR) at the Office, the 
Federal Records Center in Suitland, Maryland, the National 
Archives in downtown Washington, D.C., and the National Ar- 
chives location in Alexandria, Virginia. Storage of information in 
these various locations made searching of old assignment records 
difficult. The materials located at the Federal Records Center could 
be ordered from the ASR. However, many times it took months to 
receive the materials. 

All assignment records from 1837 to December 31, 1954, for 
trademarks and from 1837 to April 30, 1957, for patents are now 
maintained and are open for public inspection in the National 
Archives Research Room located at the Washington National 
Records Center Building, 4205 Suitland Road, Suitland, Maryland 
20746. Assignments recorded before 1837 aremaintained at the 
National Archives and Records Administration, 841 South Pickett 
Street, Alexandria, Virginia 22304. 

All requests for abstracts of title continue to be provided by the 
Office upon request and payment of fees set forth in §§ 1.19 and 
2.6. Requests for copies and certified copies of the pre-1955 
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records for trademarks and pre-1957 records for patents should be 
directed to NARA since those records are not maintained by the 
Office. Since these records are maintained by NARA, it is more 
expeditious to request copies directly from NARA, rather than the 
Office, which would then have to route the requests to NARA. 
Payment of the fees required by NARA should accompany all 
requests for copies. 

Another change makes clear that separate assignment records 
are kept for patents and trademarks, and that an extra charge will 
be imposed by the Office on requests for copies of recorded 
assignments if the correct reel and frame number are not identified. 

Sections 1.17 and 1.46 are amended to make reference to § 3.81, 
which replaces § 1.334, and delete reference to § 1.334. The 
amount of the fee for recording a document is not affected by this 
rule change. 

Section 1.104(e) is amended to make reference to Part 3, which 
replaces § 1.331, and delete reference to § 1.33i. 

Section 3.1 is added to set out definitions of terms used in Part 
3. Terms which are defined include “application,” “assignment,” 
“document,” “Office” (meaning Patent and Trademark Office), 
“recorded document,” and “registration.” Definitions are provided 
to make clear the intended meanings of the terms used in Part 3. 
These definitions are intended to be applicable only to Part 3. For 
example, the term “application” is defined, for the purpose of Part 
3, to mean a national application for patent, an international 
application for patent that designates the United States of America, 
or an application to register a trademark, unless otherwise indi- 
cated. 

Section 3.11 replaces and modifies the practice set forth in § 
1.331(a) and 2.185(a), which specify the documents the Office will 
record. This section specifies that assignments of patents and 
registrations will be recorded, as well as other documents which 
affect title to applications, registrations and patents. Section 3.11 
requires that a completed cover sheet as specified in §§ 3.28 and 
3.31 be submitted with the document to be recorded. 

Section 3.16 is added to incorporate the limitation set out in 15 
U.S.C. § 1060 proscribing the assignment of an intent-to-use 
trademark application prior to the filing of a statement of use, 
except as a part of the sale of an on-going business. Because the 
rules in Part 3 are intended to address all rules relating to 
assignments, it is appropriate to refer to the statutory requirements 
of an assignment of an intent-to-use trademark application. 

Section 3.21 replaces and modifies the practice of § 1.331(c). 
Section 3.21 sets forth requirements for the identification of 
patents or patent applications in documents submitted for record- 
ing. An assignment relating to a patent must identify the patent by 
number. The name of the inventor, the issue date, and title of the 
invention as stated in the patent may also be given in the 
assignment to provide additional information on the patent being 
assigned. An assignment relating to a national patent application 
must identify the national patent application by application num- 
ber (consisting of the series code and the serial number, e.g., 
07/123,456) or serial number and filing date. An assignment 
relating to an international patent application which designates the 
United States of America must identify the international applica- 
tion number (e.g., PCT/US90/01234). The name of the inventor, 
date of filing, and title of the invention as stated in the patent 
application may also be given in the assignment. If an assignment 
is executed concurrently with, or subsequent to, the execution of 
the patent application, but before the patent application is filed, it 
must identify the patent application by its date of execution, name 
of each inventor, and title of the invention so that there can be no 
mistake as to the patent application intended. Assignments sub- 
mitted for recording that do not identify the patent or patent 
application as required by this section will not be recorded, but 
will be returned to the correspondence address that is required to 
be provided on the cover sheet by § 3.31(e). 

Section 3.24 is added to set out formal document requirements 
to facilitate and expedite the recording process. This section 
requires that documents, either the original or a true copy of the 
original, submitted for recording be legible, using only one side of 
each page. The paper used should be flexible, white, durable, and 
preferably no larger than 21.6 x 33.1 cm. (8 x 14 inches), with a 
2.5 cm. (one-inch) margin on all sides. Documents submitted in 
this form are camera-ready and can be recorded expeditiously with 
little additional handling required. Documents that fail to meet the 
legibility and single-sided paper requirements of this section will 
be returned as set forth in 3.51. 
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Section 3.26 replaces and modifies the practice of §§ 1.331(b) 
and 2.185(a)(2). Section 3.26 provides that the Office will accept 
and record non-English documents provided they are accompanied 
by a verified English translation signed by the translator. Docu- 
ments submitted that fail to meet the requirements of this section 
will be returned as set forth in § 3.51. 

Section 3.27 is added to set out how documents submitted for 
recording should be addressed to the Office. To ensure prompt and 
proper processing, documents and their cover sheets should be 
addressed to the Commissioner of Patents and Trademarks, Box 
Assignments, Washington, D.C. 20231, unless they are filed 
together with new applications or with a petition under § 3.81(b). 
Petitions under § 3.81(b) should be addressed to the Commissioner 
of Patents and Trademarks, Box DAC, Washington, D.C. 20231. 
New applications and other petitions should be addressed to the 
Commissioner of Patents and Trademarks, Washington, D.C. 
20231. 

Section 3.28 is added to set out the requirement that all 
documents submitted to the Office for recording be accompanied 
by at least one coversheet referring either to the patent applications 
and patents or to the trademark applications and registrations 
against which the document is to be recorded. Only one set of 
documents and cover sheets to be recorded should be filed. If a 
document to be recorded includes interests in, or transactions 
involving, both patents and trademarks, separate patent and 
trademark coversheets must be submitted. If a document to be 
recorded is not accompanied by a completed cover sheet, the 
document and any incomplete cover sheet will bereturned to the 
correspondence address for proper completion of the cover sheet 
and resubmission of the cover sheet and document. While the 
previous rules did not require a cover sheet to accompany each 
document submitted for recording, typically a cover letter is 
submitted to ensure proper processing of the document. The Office 
is making a cover sheet mandatory in order to betterensure prompt 
and proper processing of all documents submitted for recording. 
The cover sheet contains all the information necessary for the 
Office toprocess the document. 

Section 3.31 is added to set out the formal requirements of the 
cover sheet. Section 3.31 requires that each patent or trademark 
cover sheet must contain (1) the name of the party conveying the 
interest; (2) the name and address of the party receiving the 
interest; (3) a brief description of the interest conveyed or 
transaction to be recorded (e.g.. assignment, license, change of 
name, merger, security agreement, etc.); (4) each application 
number, patent number or registration number against which the 
document is to be recorded, or an indication that the document is 
filed together with a patent application; (5) the name and address 
of the party to whom correspondence concerning the document to 
be recorded should be mailed; (6) the number of applications, 
patents or registrations identified in the cover sheet and the total 
fee; (7) the date the document was executed; (8) an indication that 
the assignee of a trademark application or registration who is not 
domiciled in the United States has designated a domestic repre- 
sentative; (9) a statement by the party submitting the document 
that to the best of the person’s knowledge and belief, the 
information contained on the cover sheet is true and correct, and 
(10) the signature of the party submitting the document. The term 
“party” as used in this rule means the person whose name appears 
on the documents to be recorded, that person’s attorney or 
registered agent, or a corporate officer where a corporation’s name 
appears on the document. Sample cover sheets for patent docu- 
ments and for trademark documents are shown in Appendices A 
and B. 


Section 3.34 is added to set out the procedure to correct obvious 
errors in a recorded cover sheet. This section requires that if a 
recorded cover sheet contains an error that is apparent when the 
cover sheet is compared with the recorded document, the error will 
be corrected only if a corrected cover sheet is filed for recordation. 
The corrected cover sheet must be accompanied by the originally- 
recorded document or a copy of the originally-recorded document 
and by a new assignment recording fee in the appropriate amount. 

Section 3.41 replaces and consolidates practice under §§ 
1.33i(a) and 2.185(a)(3) regarding recording fees. Section 3.41 
requires that all requests to record documents be accompanied by 
the appropriate fee. A fee is charged for each application, patent 
and registration identified in the cover sheet. The recording fee for 
patents and patent applications is specified in § 1.21(h). The 
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recording fee for trademark registrations and applications is 
specified in § 2.6(q). 

Section 3.51 replaces and modifies the practice of §§ 1.332 and 
2.185(c). Section 3.51 sets the date of recording of a document as 
the date the document meeting the requirements for recording set 
forth in this Part is filed in the Office. A document which does not 
comply with the identification requirements of § 3.21 will not be 
recorded. For documents not accepted for recording, parties can 
petition under 37 CFR §§ 1.181 and 2.146(a). Other documents not 
meeting the requirements for recording, for example, a document 
submitted without a completed cover sheet, without the required 
fee, or without any required translation, will be returned for 
correction to the sender when a return address is available. The 
returned papers, stamped with the official date of receipt in the 
Office, will be accompanied by a letter indicating that if the 
returned papers are corrected and resubmitted to the Office within 
time specified in the letter, the Office will consider the original date 
of filing of the papers as the date of recording of the papers. 
Submitters can use the certificate procedure under either § 1.8 or 
§ 1.10 for resubmissions of returned papers if they desire to have 
the benefit of the date of deposit in the United States Postal 
Service. If the returned papers are not corrected and resubmitted 
within the specified period, the date of filing of the corrected 
papers will be considered to be the date of recording of the papers. 
Extensions of time will not be available to extend the specified 
period to resubmit the returned papers. 

Section 3.54 is added to set out the effect of recording a 
document. This section states that the recording of a document is 
not a determination by the Office of the validity of the document 
or the effect that document has on the title to an application, a 
patent, or a registration. The Office will determine, when neces- 
sary, what effect a document has, including whether a party has the 
authority to take an action in a matter pending before the Office. 
Examples of when the Office will need to determine whether a 
party has the authority to take an action in a matter pending before 
the Office include: (1) prosecution by the assignee as in § 3.71; (2) 
consent of an assignee to the filing of a reissue application as 
provided in § 1.172; and (3) execution of a disclaimer under § 
1.321 by an assignee. 

Section 3.56 replaces and modifies the practice of § 1.333. 
Section 3.56 provides that an assignment, which at the time of its 
execution is conditional on a given act or event, will be treated by 
the Office as an absolute assignment. This section serves as 
notification as to how a conditional assignment will be treated by 
the Office in any proceeding requiring a determination of the 
owner of an application, patent or registration. Since the Office 
will not determine whether a condition has been fulfilled, the 
Office will treat the submission of such an assignment for 
recordation as signifying that the act or event has occurred. 

Section 3.61 replaces and modifies the practice of § 2.185(a)(4). 
Section 3.61 sets forth that an assignee of a trademark application 
or registration not domiciled in the United States must designate a 
domestic representative in writing to the Office. Assignees of 
patent applications or patents may designate domestic representa- 
tives if the assignee is not residing in the United States. 35 U.S.C. 
§ 293. The designation is required to state the name and address of 
a person residing within the United States on whom may be served 
process or notice of proceedings affecting the application, patent or 
registration or rights thereunder. 

Section 3.71 replaces and modifies the practice of §§ 1.32 and 
2.186. Section 3.71 sets forth that the assignee of record of the 
entire right, title and interest in an application for patent is entitled 
to conduct the prosecution of the patent application to the 
exclusion of the named inventor. Similarly, the assignee of an 
application for registration is entitled to conduct the prose-cution 
of the trademark application to the exclusion of the applicant. 

Section 3.73 is added to set out the procedure by which an 
assignee can establish the right to take action in an application, 
patent or registration. The inventor is presumed to be the original 
owner of a patent application and any patent that may issue 
therefrom, unless there is an assignment. The original applicant is 
presumed to be the original owner of a trademark application and 
any registration that may issue therefrom, unless there is an 
assignment. Any action before the Office with respect to an 
assigned patent application, patent, or reexamination may be taken 
by the assignee of the entire right, title, and interest, provided 
ownership is established to the satisfaction of the Commissioner. 
The assignee may establish ownership by submitting to the Office 
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documentary evidence of a chain of title from the original owner 
to the assignee or by specifying (e.g., reel and frame number, etc.) 
where such evidence is recorded in the Office. Additionally, when 
a patent assignee is not represented by an attorney or registered 
agent, a statement signed by the assignee must also be submitted 
stating the evidence has been reviewed and certifying that, to the 
best of the party’s knowledge and belief, title is in the party 
seeking to take the action. Documents submitted to establish 
ownership may be required to be recorded in the Office as a 
condition to permitting the requesting party to take action in a 
matter pending before the Office. Any action before the Office with 
respect to an assigned trademark registration, application or 
post-registration matter, may be taken by the assignee provided 
ownership is established to the satisfaction of the Commissioner 
by recording an assignment to the assignee or by submitting other 
proof of the assignment. 

Section 3.81 replaces and modifies the practice of § 1.334. 
Section 3.81 sets forth the procedure for issuance of a patent to an 
assignee. If an assignment of the entire right, title, and interest is 
recorded before the issue fee is paid for a patent application, the 
patent may issue in the name of the assignee. If the assignee holds 
an undivided part interest, the patent may issue jointly to the 
inventor and the assignee. At the time the issue fee is paid, the 
name of the assignee must be provided if the patent is to issue 
solely or jointly to that assignee. If the assignment is submitted for 
recording after the date of payment of the issue fee, but prior to 
issuance of the patent, the assignee may petition that the patent 
issue to the assignee. Any such petition must be accompanied by 
the fee set forth in § 1.17(i)(1). Section 3.85 replaces and modifies 
the practice of § 2.187. Section 3.85 sets forth the procedure for 
issuance of a registration to an assignee. The certificate of 
registration may be issued to the assignee of the applicant, or in a 
new name of the applicant, provided that the party files a written 
request in the trademark application record by the time the 
application is being prepared for issuance of the certificate of 
registration, and an appropriate document is recorded in the Office. 
If the assignment or name change document has not been recorded 
in the Office, then the written request must state that the document 
has been filed for recordation. The address of the assignee must be 
made of record in the trademark application file. 


Response to Comments on the Rules 


The comments received in response to the notice of proposed 
rulemaking have been given careful consideration and a number of 
the suggested modifications have been adopted. The comments 
and responses are discussed below. 

In this discussion, “Patent and Trademark Office” is abbreviated 
as “Office” or “PTO”. 


Comment: Two comments were received addressed to the 
overall rule package. One comment expressed concern over the 
potential confusion of instituting a new Part 3. It was suggested 
that Parts 1 and 2 be amended to contain the necessary changes. 
Another comment was concerned that the rules and specifically the 
new cover sheet requirement would impede promptness and 
accuracy of the recordation process. 

Response: The Office has determined that the new rules will 
result in greater efficiency and accuracy in the recordation process 
and improve the integrity of the records maintained by the PTO. 
Further, the PTO believes that a new Part 3, containing all rules 
relating to assignments, will be beneficial to the majority of patent 
and trademark system users. 

Comment: Section 3.1 was proposed to define “application” as 
an application for patent or an application to register a trademark. 
One comment questioned whether international applications filed 
under the Patent Cooperation Treaty were included in the defini- 
tion of the word “application.” 


Two comments were received concerning the definition of 
“assignment.” As proposed, § 3.1 defines “assignment” of a 
trademark in terms of a “trademark application” or “registration.” 
The comments suggested that because Section 10 of the Trade- 
mark Act, 15 U.S.C. § 1060, speaks in terms of a “registered mark” 
or a “mark for which application to register has been filed,” which 
was reflected in previous trademark rule 2.186, the different 
terminology may be construed to permit assignment of a trade- 
mark without assignment of the underlying goodwill. 
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Response: The wording of § 3.1 has been changed to include 
both national applications for patent and international applications 
that designate the United States in the term “application.” 

Also to avoid any potential confusion over the definition of a 
trademark assignment, the Office adopted the suggestion to reflect 
Section 10 of the Trademark Act and to refer to a “registered mark” 
or a “mark for which application to register has been filed” in its 
definition of assignment. 

Comment: As proposed, § 3.16 provides that an application to 
register a mark under 15 U.S.C. § 1051(b) cannot be assigned 
before a statement of use is filed except to a successor to an 
ongoing business of the original applicant. One comment sug- 
gested § 3.16 be further amended to correct a legislative oversight 
and permit assignment of the application after an amendment to 
allege use is filed. 

One other comment suggested the PTO define the statutory 
language “successor to the business of the applicant.” 

Response: As proposed, Rule 3.16 merely restates the statute. To 
permit the filing of an assignment to a successor to an on-going 
business before an amendment to allege use has been filed would 
make the rule inconsistent with the statute. 

As to the definition of “successor to the business of the 
applicant,” it has been determined that in the absence of any 
statutory definition, it is better left to case law to establish the 
meaning. A business, or portion thereof, can be transferred or 
assigned in a variety of ways, and the question of valid ownership 
might arise in a variety of circumstances. For the PTO to define 
what constitutes a successor may be duly restrictive. 

Accordingly, the suggested modifications have not been 
adopted. 

Comment: Section 3.21, as proposed, provides that an assign- 
ment of a patent or patent application must be identified by 
number. One comment requested a further amendment to allow the 
filing of a patent assignment after filing an application for patent 
but before knowing the application number by allowing identifi- 
cation by the execution date, inventors and title of the invention 
instead of the application number. 

Another comment suggested that assignments relating to trade- 
mark applications and registrations should also be required to have 
the identifying serial and registration numbers within the body of 
the assignment document. 

One comment questioned whether the patent identification 
number was required in the document or whether the number 
could just appear on the cover sheet. 

Response: Providing the identifying number in the assignment 
document allows for greater efficiency and accuracy in recording 
assignments. However, unlike patents, trademarks can have an 
indefinite life. Assignments may be recorded years after an 
assignment has occurred to clear up the chain of title. It may not 
be possible to execute a new assignment to include identifying 
numbers in the document years later. Accordingly, it is preferable 
for the PTO to be more flexible in recording trademark assign- 
ments which may contain the identifying number in the cover 
sheet rather than in the document itself. Because of the nature of 
a patent, less flexibility is permitted. Patent rights, unlike trade- 
mark rights, do not exist apart from the issued patent. Accordingly, 
when an interest in a patent is transferred, the patent identifying 
number must be in the assignment document. This requirement 
only applies to assignments, not to documents other than assign- 
ments. 

The PTO makes every effort to provide applicants with the 
application numbers for newly-filed patent applications as soon as 
possible. It is suggested, however, that assignment documents may 
be written to allow entry of the identifying number after the 
execution of the assignment. An example of acceptable wording is: 
“I hereby authorize and request my attorney, (Insert name), of 
(Insert address), to insert here in parentheses (Application num- 
ber___, filed) the filing date and application number of said 
application when known.” 

Accordingly, the suggested modifications have not been 
adopted. 

Comment: Section 3.24, as proposed, provides the formal 
requirements for the documents which are to be recorded and the 
cover sheet. Three comments stated that the one-side only require- 
ment was unreasonable in light of PTO’s issuance of two-sided 
patent and trademark copies and of the practices of other govern- 
ments and corporations over which the submitter would have no 
control. 
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One comment requested clarification of “bond weight paper” 
and suggested the language used in the rules setting out drawing 
requirements be adopted. 

One comment stated that the document size requirements should 
only pertain to documents prepared and executed by parties who 
wish to convey title. 

Two comments questioned whether the PTO would permit the 
filing of copies or true copies in lieu of the original documents for 
recording. 

Response: The formal requirements set out in § 3.24 are related 
to PTO’s ability to capture on film papers filed with the PTO. The 
requirements are not related to the other printing or photocopying 
services PTO provides. Micrographics reproduction requires that 
only one side of each page be used for efficiency. If the original 
document is two-sided or the wrong size, the practitioner can 
comply with this requirement by providing a true copy of the 
original document using only one side of each page on the correct 
size paper. The language in § 3.24 has been changed to clarify that 
true copies or originals are acceptable. Further, the language 
describing the type of paper to be used has been changed to be 
consistent with the drawing requirement rules. 

Comment: Section 3.28, as proposed, provides that all requests 
to record a document must be accompanied by the document to be 
recorded and at least one cover sheet. One comment expressed 
confusion over whether the document must be accompanied by a 
cover letter as well as a request for recording. One comment stated 
the requirement for a cover sheet did not help the PTO with the 
documents which are filed with applications and the commenter 
did not see the need for an additional paper included among the 
papers for a new application. 

Response: The first sentence has been rewritten to clarify that 
only the document and a cover sheet(s) must be submitted. A 
separate request for recording is not required or needed. Because 
the cover sheet provides all pertinent information in one place, it 
will greatly assist the processing of assignments by the PTO. For 
those applications which are filed with an assignment, the addi- 
tional cover sheet required for the assignment aids the processing 
of the assignment. 

Comment: Numerous comments were received on the proposed 
cover sheet requirements of § 3.31. One comment questions 
whether the form or the contents of the form are being required and 
cautioned that the cover sheet should not become a technical 
obstacle to recordation. 

Two comments claimed the cover sheet requirement would be 
burdensome and the documents recorded should speak for them- 
selves. 

Two comments objected to the requirement for the character- 
ization of the interest being conveyed. One of the commentors 
indicated it was not the best evidence of what the interest is and 
may be misleading while the second comment or was concerned 
practitioners would be subject to malpractice claims and be made 
parties to litigation involving the transfer. 

One comment stated that requiring the assignee’s address was 
burdensome and excessive. Three comments questioned the lack 
of consistency between proposed subsections (a) and (b) of § 3.31 
which requires only the name of the conveyor but both the name 
and address of the receiver. 

Two comments stated that the language of the rule was unclear 
as to whether the list of properties within the assignment document 
should be retyped on the cover sheet, which would be burdensome 
and fraught with potential errors. 

One comment was received suggesting that properties be 
identified with as much information as possible (i.e., serial 
number, patent number, filing date, inventors, etc.). 

Four comments stated that the requirement for an execution date 
of the document is excessive and burdensome. One of the 
comments stated that the execution date may not be as important 
as the effective date of the document. One suggested the effective 
date would be more accurate and another suggested the document 
should speak for itself. One additional comment stated that a nunc 
pro tunc assignment of the substantive rights of an assignee or 
assignor may be unduly affected by the requirement for recitation 
of the execution date. 

Nine comments were received objecting to the language of the 
proposed verification. Some comments recommended that the 
verification statement be deleted. Other comments recommended 
that the verification statement be based on “information and 
belief.” The comments indicated (1) practitioners did not want to 
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be held responsible for the information entered on the cover sheet, 
(2) there was no purpose served by signing the cover sheet because 
the documents should speak for themselves and (3) under 37 
C.FR. § 10.18, a registered practitioner’s signature indicates that 
the filing is correct. 

One comment suggested that proposed § 3.31(i) does not 
recognize the right of some non-lawyers to practice in trademark 
matters before the PTO. 

Additionally, many comments and suggestions were received on 
the layout of the sample cover sheets. 

Response: The proposed purpose of the cover sheet is to provide 
a synopsis of the vital information contained in a recorded 
document. The cover sheet form itself is not required, only the 
information outlined in § 3.31 is required. Use of the sample cover 
sheet formats appearing as Appendices A and B to the rule package 
is encouraged. The Office will make paper copies of the sample 
cover sheets available for customer use. Persons wishing to obtain 
paper copies of the sample cover sheets should contact the Public 
Service Center at (703) 305-HELP. Questions regarding the 
sample cover sheets should be directed to the Assignment and 
Certification Services Division at (703) 308-9700. 

As indicated in the proposed rule package, a majority of 
documents presently filed for recording are accompanied by a 
cover letter containing much of the information required in § 3.31. 
The PTO does not believe standardization of the information 
submitted is an undue burden. Standardization ensures easy 
reference to all critical information. Further, the parties or their 
representatives are in a better position to know or ascertain the 
nature of the interest involved than the PTO. The document will 
always speak for itself. However, a characterization assists in 
putting others on notice as to the nature of the transaction. 

It was determined that a verification is not required. The 
language has been changed to a statement on the cover sheet based 
on “information and belief.” Further, § 3.31(i) has been divided 
into two paragraphs, one for the statement that is required and one 
for the signature. 

The address of the assignee or receiving party is vital informa- 
tion for maintaining complete assignment records. The original 
owner is the applicant, for which the Office has the address of 
record. Each subsequent assignee address is then obtained under 
this requirement and is of record if the PTO or public needs to 
contact the present assignee. The execution date is required to 
determine whether an assignment has been recorded within three 
months provided in 35 U.S.C. § 261 and 15 U.S.C. § 1060. 

When there is a listing of properties contained within a 
document, any listing may be copied and attached to the cover 
sheet to reduce the amount of typing necessary. A notation of this 
attachment can be made in lieu of entering every property 
identification number on the cover sheet. Should submitters 
provide information in addition to that required by § 3.31, it is 
always welcome, but not required. 

The comments received on the layout of the sample cover sheets 
have all been considered and some modifications have been made. 
However, the sample cover sheet is not required and it is not part 
of the rules. 

Comment: Section 3.34, as proposed, provides for correction of 
errors in a recorded cover sheet when the error is apparent by 
comparing the information on the cover sheet with the recorded 
document itself. One comment received expressed confusion 
regarding the correction procedure. Another comment suggested 
that corrections should not be limited to apparent errors. 

Response: The PTO will not compare the cover sheet with the 
original documents during the recording process except to assure 
that application and patent numbers are present in patent assign- 
ments. Otherwise, it will only check to see that the cover sheet is 
complete. When a submitter discovers an obvious error on the 
recorded cover sheet, the PTO will consider a request to correct it 
when it receives: (1) the original recorded document (or a copy); 
(2) a corrected cover sheet; and (3) the appropriate fee for each 
property to be corrected. The PTO will then compare the cover 
sheet with the document to determine whether the error is apparent 
on its face. If the error is obvious, the corrected cover sheet will be 
recorded and the respective Office records corrected. If the error is 
not obvious, the procedure set forth in the Manual of Patent 
Examining Procedure, MPEP § 323 will govern for patents and the 
procedure set forth in /n re Abacab International Computers Lid. 
(Assignee of IHEC, Ltd.), 21 USPQ2d 1078 (Comm’r Pats. 1987), 
on reconsideration, 21 USPQ2d1079 (Comm’r Pats. 1988) will 
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govern for trademarks. Submitters may also petition under § 1.833 
or § 2.146 for other corrections. Typographical errors made by the 
Office will be corrected without charge when brought to our 
attention. 

Accordingly, the suggested modification has not been adopted. 
The rule has only been changed to correct a cross reference. 

Comment: As proposed, § 3.51 provides that the date of 
recording is the date all of the required information is filed in the 
Office. Incomplete documents will be returned. If the returned 
documents are resubmitted timely, the document will retain the 
date on which it was received as incomplete. Two comments were 
received regarding the time period to be set by the PTO. One 
comment indicated that any delay may affect the requirements of 
15 U.S.C. § 1060. It was therefore recommended that the PTO 
make some type of “conditional entry” in the records indicating an 
assignment has been submitted so interested members of the 
public could ascertain that there may be an effective recording 
date. The other comment suggested the time period for resubmis- 
sion be long enough to allow communication with foreign parties, 
but it should be no longer than six months. 

Response: After a review of the proposed rule, it was deter- 
mined that the language of § 3.51 should be clarified to reflect that 
the originally-submitted papers with the official Office date stamp 
indicating the original receipt date in the Office must be returned 
in order to retain the original date. It is the intent of the PTO to set 
the time for response at one month from the date of mailing of the 
returned documents from the PTO. It is believed that most 
correctable errors will involve an incomplete cover sheet or the 
amount of the fee submitted, both of which can be corrected within 
one month. 

Further, it is the policy of the PTO to make of record only those 
documents which meet the requirements for recording. It is not 
beneficial to cloud title to properties with potential transfers. 

Comment: Section 3.56, as proposed, is a restatement of former 
1.333 and is made applicable to trademarks. It provides that an 
assignment which is made conditional upon a condition subse- 
quent will be regarded by the Office as an absolute assignment. 
One comment was received inquiring as to whether § 3.56 applied 
to security interests, another was received requesting a reference in 
the rules to recording of security agreements. 

Response: Section 3.56 is applicable only to assignments, as 
they are defined by 3.1, that is, a transfer of right, title and interest 
in a patent or a trademark. A security interest or a security 
agreement is in the nature of a lien, not an assignment. Accord- 
ingly, § 3.56 would not apply to security interests or security 
agreements which are also recordable. It applies to conditional 
assignments because the Office has no way of determining whether 
and when conditions are satisfied and therefore must address this 
type of assignment in a uniform manner. The reference to the 
recordability of security agreements is referred to here in the final 
rule package. 

Comment: The second sentence of § 3.71, as proposed, pro- 
vides: “[t}he assignee of record of the entire right title and interest 
in a trademark application or registration is entitled to conduct the 
prosecution of the trademark application or registration to the 
exclusion of the original applicant or previous assignee.” One 
comment suggested, as had been recommended for the definitions 
in § 3.1, that language be adopted consistent with Section 10 of the 
Trademark Act, 15 U.S.C. § 1060, so there be no confusion as to 
what can be assigned in the trademark area and further, that the 
language requiring “entire right, title and interest” be deleted. 

Response: As was the case with the PTO’s review of § 3.1, the 
language in § 3.71 has also been modified to eliminate any 
confusion. Accordingly, § 3.71 now provides for assignments of 
registered marks or a mark for which an application for registra- 
tion has been filed, making it consistent with § 3.1. While this 
change cannot prevent assignments from being made without the 
underlying goodwill, it may eliminate some confusion. 

Comment: Section 3.73, as proposed, provided that a full 
assignee could take any action before the Office with respect to the 
assigned application, patent, or registration provide ownership is 
established to the satisfaction of the Commissioner. The rule 
further provided that ownership could be established by providing 
documentary evidence of the chain of title to the assignee. The 
assignee was also required to submit a verified statement stating 
the evidence had been reviewed and certifying to the best of the 
party's belief, title is in the party seeking to take the action. The 
Office reserved the right to require recordation of any ownership 
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documents. One comment suggested the procedure was too 
“elaborate” and “confusing” to permit the submitting party to act 
rapidly. Another comment suggested the Office use the language of 
former § 2.186 which only required “the assignment has been 
recorded or that proof of the assignment has been submitted” to 
enable action by the assignee. 

Another comment suggested that a simple statement identifying 
the documents thought to place ownership in a party should be 
sufficient. It was believed that no additional benefit accrued by 
having the party state that they believed they were entitled to take 
the action because whether or not a party can act is a determination 
the PTO must make. 

Two comments suggested that a literal reading of the rule would 
require every paper filed on behalf of an assignee be accompanied 
by a proof of ownership. One comment suggested it was too harsh 
to preclude a party from taking action in a trademark matter until 
proof of ownership is established to the satisfaction of the 
Commissioner. Rather, it was suggested that a party be permitted 
to take action once documents establishing ownership are filed. 

One comment received pointed to the proposed language of § 
3.73 providing the statement must be signed by the party or its 
attorney or agent of record which was a greater requirement than 
§ 1.34(a), if that was intended. 

Another comment suggested that the proposed language be 
changed by deleting the provision that ownership must be estab- 
lished to the satisfaction of the Commissioner and substituting 
therefore “provided the assignee is owner of the entire right, title, 
and interest in the patent application, patent, registeredmark or 
mark for which an application for registration has been filed.” 

One final comment suggested that § 3.73 be changed to 
specifically set forth that it applied to secure Office acceptance of 
a Section 8 or 15 affidavit or a Section 9 application, 15 U.S.C. §§ 
1058, 1059, for trademark filings, and requested examples of the 
types of documents necessary to establish ownership. 

Response: Ownership need only be established the first time the 
new party wants to act in patent and trademark cases, provided the 
appropriate documents are recorded. Section 3.73(b) is modified to 
provide that a statement of ownership need only be provided when 
a patent assignee wishes to act on a matter. For patents, the PTO 
believes it is appropriate for the patent assignee to review the 
documents it believes establishes its ownership prior to filing a 
paper signed by that assignee. Additionally, the statement will 
certify that to the best of the assignee’s knowledge and belief, title 
is in that assignee. This will establish, to the satisfaction of the 
Commissioner, that the assignee knows of no other document 
establishing title in someone other than the assignee. The PTO will 
still make the determination of whether the assignee is entitled to 
take action after a review of the documents. 

For trademarks the action sought to be taken can be submitted 
simultaneously by the party. The action will be examined as will 
the claim of ownership and the party will be notified whether it is 
satisfactory. As in the past, “any action” refers to post-registration 
documents as well 


Other Considerations 


The rule changes are in conformity with the requirements of the 
Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive Orders 
12291 and 12612 and the Paperwork Reduction Act of 1980, 44 
U.S.C. 3501 et seq. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that these rule changes will not have a significant 
adverse economic impact on a substantial number of small entities 
(Regulatory Flexibility Act, 5 U.S.C. 605(b)). The principal impact 
of these changes is to require that a cover sheet accompany each 
document submitted for recording. The rule change includes no 
additional or increased fees. Substantive rights to use trademarks 
and patents are not adversely affected. 

The Office has determined that these rule changes are not a 
major rule under Executive Order 12291. The annual effect on the 
economy will be less than $100 million. Because most of the 
changes reduce procedural burdens, there will be no major 
increase in costs or prices for consumers; individual industries; 
Federal, state or local government agencies; or geographic regions. 
There will be no significant adverse effects on competition, 
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employment, investment, productivity, or innovation, or on the 
ability of United States-based enterprises to compete with foreign- 
based enterprises in domestic or export markets. 

These rule changes contain a collection-of-information require- 
ment subject to the Paperwork Reduction Act of 1980, 44 U.S.C. 
3501 et seq. The rule changes add a requirement for a cover sheet 
to be submitted with each document to be recorded that will 
expedite the recording process and improve quality. This collec- 
tion of information requirement is cleared under OMB Control No. 
0651-0011. The public reporting burden for this requirement is 
estimated to be one-half hour per filing, including the time for 
reviewing instructions, searching exis-ting data sources, gathering 
and maintaining the data needed, and completing and reviewing 
the collections of information. 

The Office has also determined that this notice has no Federal- 
ism implications affecting the relationship between the National 
Government and the States as outlined in Executive Order 12612. 


List of Subjects 
37 CFR Part 1 


Administrative practice and procedure, Courts, Freedom of 
information, Inventions and patents, Reporting and recordkeeping 
requirement. 


37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, Trade- 
marks. 


37 CFR Part 3 


Administrative practice and procedure, Inventions and patents, 
Trademarks, Reporting and recordkeeping requirement. 

For the reasons set out in the preamble and pursuant to the 
authority contained in 15 U.S.C. 1123 and 35 U.S.C. 6, parts 1, 2 
and 3 of title 37 of the Code of Federal Regulations are amended 
as set forth below. 


PART I - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 would continue to 
read as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.12 paragraphs (a) and (d) are revised to read as 
follows: 


§ 1.12 Assignment records open to public inspection. 


(a) (1) Separate assignment records are maintained in the Patent 
and Trademark Office for patents and trademarks. The assignment 
records, relating to original or reissue patents, including digests 
and indexes, for assignments recorded on or after May 1, 1957, 
and assignment records relating to pending or abandoned trade- 
mark applications and to trademark registrations, for assignments 
recorded on or after January !, 1955, are open to public inspection 
at the Patent and Trademark Office, and copies of those assignment 
records may be obtained upon request and payment of the fee set 
forth in §§ 1.19 and 2.6 of this Chapter. 

(2) All records of assignments of patents recorded before May 1, 
1957, and all records of trademark assignments recorded before 
January 1, 1955, are maintained by the National Archives and 
Records Administration (NARA). The records are open to public 
inspection. Certified and uncertified copies of those assignment 
records are provided by NARA upon request and payment of the 
fees required by NARA. 


(d) An order for a copy of an assignment or other document 
should identify the reel and frame number where the assignment or 
document is recorded. If a document is identified without speci- 
fying its correct reel and frame, an extra charge as set forth in § 
1.21(j) will be made for the time consumed in making a search for 
such assignment. 
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3. Section 1.17 is amended by revising paragraph (i)(1) to read 
as follows: 


§ 1.17 Patent application processing fees. 


** KK 


(i)(1) For filing a petition to the Commissioner under a section 
of this part listed below which refers to this para- graph. $130.00 


§1.12 -- for access to an assignment record. 

§1.14 -- for access to an application. 

§1.53 -- to accord a filing date. 

§1.55 -- for entry of late priority papers. 

§1.60 -- to accord a filing date. 

§1.62 -- to accord a filing date. 

§1.103 -- to suspend action in application. 

§1.177 -- for divisional reissues to issue separately. 

§1.312 -- for amendment after payment of issue fee. 

§1.313 -- to withdraw an application from issue. 

§1.314 -- to defer issuance of a patent. 

§1.666(b) -- for access to interference settlement agreement. 

§3.81 -- for patent to issue to assignee, assignment submitted 
after payment of the issue fee. 


4. Section 1.32 is removed and reserved. 

§ 1.32 [Reserved] 

5. Section 1.46 is revised to read as follows: 
§ 1.46 Assigned inventions and patents. 


In case the whole or a part interest in the invention or in the 
patent to be issued is assigned, the application must still be made 
or authorized to be made, and an oath or declaration signed, by the 
inventor or one of the persons mentioned in 1.42, 1.43, or 1.47. 
However, the patent may be issued to the assignee or jointly to the 
inventor and the assignee as provided in § 3.81. 


6. Section 1.104 is amended by revising paragraph (e) to read as 
follows: 


§ 1.104 Nature of examination; examiner’s action. 


EEK 


(e) Co-pending applications will be considered by the examiner 
to be owned by, or subject to an obligation of assignment to, the 
same person if: 

(1) the application files refer to assignments recorded in the 
Patent and Trademark Office in accordance with Part 3 of this 
chapter which convey the entire rights in the applications to the 
same person or organization; or 

(2) copies of unrecorded assignments which convey the entire 
rights in the applications to the same person or organization are 
filed in each of the applications; or 

(3) an affidavit or declaration by the common owner is filed 
which states that there is common ownership and states facts 
which explain why the affiant or declarant believes there is 
common ownership; or 

(4) other evidence is submitted which establishes common 
ownership of the applications. 

In circumstances where the common owner is a corporation or 
other organization, an affidavit or declaration may be signed by an 
official of the corporation or organization empowered to act on 
behalf of the corporation or organization. 


7. The undesignated center head above 1.331 is revised to read 
as follows: 


Arbitration Awards 


8. Sections 1.331 through 1.334 are removed and reserved. 
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§§ 1.331- 1.334 [Reserved] 
Part 2 - RULES OF PRACTICE IN TRADEMARK CASES 


9. The authority citation for 37 CFR Part 2 continues to read as 
follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 
10. The undesignated center head 2.185 is removed. 

11. Sections 2.185 through 2.187 are removed and reserved. 
§§ 2.185-2.187 [Reserved] 

12. Part 3 is added to read as follows: 


Part 3 - ASSIGNMENT, RECORDING AND RIGHTS OF 
ASSIGNEE 


Sec. 

3.1 Definitions 

DOCUMENTS ELIGIBLE FOR RECORDING 

3.11 Documents which will be recorded. 

3.16 Assignability of trademarks prior to filing of use state- 
ments. 

REQUIREMENTS FOR RECORDING 

3.21 Identification of patents and patent applications. 

3.24 Formal requirements for documents and cover sheets. 

3.26 English language requirement. 

3.27 Mailing address for submitting documents to be recorded. 

3.28 Requests for recording. 


COVER SHEET REQUIREMENTS 


31 Cover sheet content. 
34 Correction of cover sheet errors. 


x 
3. 


FEES 

3.41 Recording fees. 

DATE AND EFFECT OF RECORDING 
3.51 Recording date. 

3.54 Effect of recording. 

3.56 Conditional assignments. 
DOMESTIC REPRESENTATIVE 

3.61 Domestic representative. 


PROSECUTION BY ASSIGNEE 


3.71 Prosecution by assignee. 
3.73 Establishing right of assignee to prosecute. 


ISSUANCE TO ASSIGNEE 


3.81 Issue of patent to assignee. 
3.85 Issue of registration to assignee. 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6. 

§ 3.1 Definitions. 

For purposes of this part, the following definitions shall apply: 
Application means a national application for patent, an interna- 


tional application that designates the United States of America, or 
an application to register a trademark unless otherwise indicated. 
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Assignment means a transfer by a party of all or part of its right, 
title and interest in a patent or patent application, or a transfer of 
its entire right, title and interest in a registered mark or a mark for 
which an application to register has been filed. 


Document means a document which a party requests to be 
recorded in the Office pursuant to 3.11 and which affects some 
interest in an application, patent, or registration. 


Office means the Patent and Trademark Office 


Recorded document means a document which has been re- 
corded in the Office pursuant to § 3.11. 


Registration means a trademark registration issued by the 
Office 


DOCUMENTS ELIGIBLE FOR RECORDING 
§ 3.11 Documents which will be recorded. 


Assignments of applications, patents, and registrations, accom- 
panied by completed cover sheets as specified in §§ 3.28 and 3.31, 
will be recorded in the Office. Other documents, accompanied by 
completed cover sheets as specified in §§ 3.28 and 3.31, affecting 
title to applications, patents, or registrations, will be recorded as 
provided in this Part or at the discretion of the Commissioner. 


§ 3.16 Assignability of trademark prior to filing of use 
statement. 


No application to register a mark under 15 U.S.C. 1051(b) is 
assignable prior to the filing of the verified statement of use under 
15 U.S.C. 1051(d) except to a successor to the business of the 
applicant, or portion thereof, to which the mark pertains, if that 
business is ongoing and existing. 


REQUIREMENTS FOR RECORDING 
§ 3.21 Identification of patents and patent applications. 


An assignment relating to a patent must identify the patent by 
the patent number. An assignment relating to a national patent 
application must identify the national patent application by the 
application number (consisting of the series code and the serial 
number, e.g., 07/123,456) or the serial number and filing date. An 
assignment relating to an international patent application which 
designates the United States of America must identify the inter- 
national application by the international application number (e.g., 
PCT/US90/01234). If an assignment is executed concurrently 
with, or subsequent to, the execution of the patent application, but 
before the patent application is filed, it must identify the patent 
application by its date of execution, name of each inventor, and 
title of the invention so that there can be no mistake as to the patent 
application intended. 


§ 3.24 Formal requirements for documents and cover sheets. 


The document and cover sheet must be legible. Either the 
original document or a true copy of the original document, may be 
submitted for recording. Only one side of each page shall be used. 
The paper used should be flexible, strong, white, non-shiny, 
durable, and preferably no larger than 21.6 x 33.1 cm. (8 1/4 x 14 
inches) with a 2.5 cm. (one-inch) margin on all sides. 


§ 3.26 English language requirement. 


The Office will accept and record non-English language docu- 
ments only if accompanied by a verified English translation signed 
by the individual making the translation. 

3.27 Mailing address for submitting documents to be recorded. 

Documents and cover sheets to be recorded should be addressed 
to the Commissioner of Patents and Trademarks, Box Assign- 
ments, Washington. D.C. 20231, unless they are filed together with 
new applications or with a petition under 3.81(b). 
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§ 3.28 Requests for recording. 


Each document submitted to the Office for recording must be 
accompanied by at least one cover sheet as specified in § 3.31 
referring either to those patent applications and patents, or to those 
trademark applications and registrations, against which the docu- 
ment is to be recorded. If a document to be recorded includes 
interests in, or transactions involving, both patents and trademarks, 
separate patent and trademark cover sheets must be submitted. 
Only one set of documents and cover sheets to be recorded should 
be filed. If a document to be recorded is not accompanied by a 
completed cover sheet, the document and any incomplete cover 
sheet will be returned pursuant to 3.51 for proper completion of a 
cover sheet and resubmission of the document and a completed 
cover sheet. 


COVER SHEET REQUIREMENTS 
§ 3.31 Cover sheet content. 


(a) Each patent or trademark cover sheet required by § 3.28 
must contain: 

(1) the name of the party conveying the interest; 

(2) the name and address of the party receiving the interest; 

(3) a description of the interest conveyed or transaction to be 
recorded; 

(4) each application number, patent number or registration 
number against which the document is to be recorded, or an 
indication that the document is filed together with a patent 
application; 

(5) the name and address of the party to whom correspon- 
dence concerning the request to record the document should be 
mailed; 

(6) the number of applications, patents or registrations iden- 
tified in the cover sheet and the total fee; 

(7) the date the document was executed; 

(8) an indication that the assignee of a trademark application 
or registration who is not domiciled in the United States has 
designated a domestic representative (see § 3.61); and 

(9) a statement by the party submitting the document that to 
the best of the person’s knowledge and belief, the information 
contained on the cover sheet is true and correct and any copy 
submitted is a true copy of the original document; and 

(10) the signature of the party submitting the document. 

(b) A cover sheet may not refer to both patents and trademarks. 


§ 3.34 Correction of cover sheet errors. 


(a) An error in a cover sheet recorded pursuant to 3.11 will be 
corrected only if: 
(1) the error is apparent when the cover sheet is compared 
with the recorded document to which it pertains and 
(2) a corrected cover sheet is filed for recordation. 


(b) The corrected cover sheet must be accompanied by the 
originally recorded document or a copy of the originally recorded 
document and by the recording fee as set forth in § 3.41. 


FEES 
§ 3.41 Recording fees. 


All requests to record documents must be accompanied by the 
appropriate fee. A fee is required for each application, patent and 
registration against which the document is recorded as identified in 
the cover sheet. The recording fee is set in § 1.21(h) of this Chapter 
for patents and in § 2.6(q) of this Chapter for trademarks. 


DATE AND EFFECT OF RECORDING 
§ 3.51 Recording date. 


The date of recording of a document is the date the document 
meeting the requirements for recording set forth in this Part is filed 
in the Office. A document which does not comply with the 
identification requirements of § 3.21 will not be recorded. Docu- 
ments not meeting the other requirements for recording, for 
example, a document submitted without a completed cover sheet 
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or without the required fee, will be returned for correction to the 
sender where a correspondence address is available. The returned 
papers, stamped with the original date of receipt by the Office, will 
be accompanied by a letter which will indicate that if the returned 
papers are corrected and resubmitted to the Office within the time 
specified in the letter, the Office will consider the original date of 
filing of the papers as the date of recording of the document. The 
certification procedure under either § 1.8 or § 1.10 of this Chapter 
may be used for resubmissions of returned papers to have the 
benefit of the date of deposit in the United States Postal Service. 
If the returned patent was not corrected and resubmitted within the 
specified period, the date of filing of the corrected papers will be 
considered to be the date of recording of the document. The 
specified period to resubmit the returned papers will not be 
extended. 


§ 3.54 Effect of recording. 


The recording of a document pursuant to § 3.11 is not a 
determination by the Office of the validity of the document or the 
effect that document has on the title to an application, a patent, or 
a registration. When necessary, the Office will determine what 
effect a document has, including whether a party has the authority 
to take an action in a matter pending before the Office. 


3.56 Conditional assignments. 


Assignments which are made conditional on the performance of 
certain acts or events, such as the payment of money or other 
condition subsequent, if recorded in the Office, are regarded as 
absolute assignments for Office purposes until cancelled with the 
written consent of all parties or by the decree of a court of 
competent jurisdiction. The Office does not determine whether 
such conditions have been fulfilled. 


DOMESTIC REPRESENTATIVE 
§ 3.61 Domestic representative. 


If the assignee of a trademark application or registration is not 
domiciled in the United States, the assignee must designate, in 
writing to the Office, a domestic representative. An assignee of a 
patent application or patent may designate a domestic representa- 
tive if the assignee is not residing in the United States. The 
designation shall state the name and address of a person residing 
within the United States on whom may be served process or notice 
of proceedings affecting the application, patent or registration or 
rights thereunder. 


PROSECUTION BY ASSIGNEE 
§ 3.71 Prosecution by assignee. 


The assignee of record of the entire right, title and interest in an 
application for patent is entitled to conduct the prosecution of the 
patent application to the exclusion of the named inventor or 
previous assignee. The assignee of a registered trademark or a 
trademark for which an application to register has been filed is 
entitled to conduct the prosecution of the trademark application or 
registration to the exclusion of the original applicant or previous 
assignee. 


§ 3.73 Establishing right of assignee to prosecute. 


(a) The inventor is presumed to be the owner of a patent 
application, and any patent that may issue therefrom, unless there 
is an assignment. The original applicant is presumed to be the 
owner of a trademark application unless there is an assignment. 


(b) When the assignee of the entire right, title and interest seeks 
to take action in a matter before the Office with respect to a patent 
application, trademark application, patent, registration, or reex- 
amination proceeding, the assignee must establish its ownership of 
the property to the satisfaction of the Commissioner. Ownership is 
established by submitting to the Office documentary evidence of a 
chain of title from the original owner to the assignee or by 
specifying (e.g. reel and frame number, etc.) where such evidence 
is recorded in the Office. Documents submitted to establish 
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ownership may be required to be recorded as a condition to 
permitting the assignee to take action in a matter pending before 
the Office. In addition, the assignee of a patent application or 
patent must submit a statement specifying that the evidentiary 
documents have been reviewed and certifying that, to the best of 
assignee’s knowledge and belief, title is in the assignee seeking to 
take the action. 


ISSUANCE TO ASSIGNEE 
§ 3.81 Issue of patent to assignee. 


(a) For a patent application, if an assignment of the entire right, 
title, and interest is recorded before the issue fee is paid, the patent 
may issue in the name of the assignee. If the assignee holds an 
undivided part interest, the patent may issue jointly to the inventor 
and the assignee. At the time the issue fee is paid, the name of the 
assignee must be provided if the patent is to issue solely or jointly 
to that assignee. 


(b) If the assignment is submitted for recording after the date of 
payment of the issue fee, but prior to issuance of the patent, the 
assignee may petition that the patent issue to the assignee. Any 
such petition must be accompanied by the fee set forth in 1.17(i)(1) 
of this Chapter. 


§ 3.85 Issue of registration to assignee. 


The certificate of registration may be issued to the assignee of 
the applicant, or in a new name of the applicant, provided that the 
party files a written request in the trademark application by the 
time the application is being prepared for issuance of the certificate 
of registration, and the appropriate document is recorded in the 
Office. If the assignment or name change document has not been 
recorded in the Office, then the written request must state that the 
document has been filed for recordation. The address of the 
assignee must be made of record in the application file. 

June 24, 1992 DOUGLAS B. COMER 

Acting Assistant Secretary and 
Acting Commissioner of Patents 

and Trademarks 
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It has been the practice of the Assignment Division for many 
years to refuse to record “territorial assignments,” that is, assign- 
ments purporting to transfer rights in a trademark registration (not 
a concurrent use registration) for less than the entire United States. 
Hereinafter, such documents will be recorded as long as the 
requirements of the Rules of Practice are met by the documents 
submitted. 


The Office is not addressing the validity or effect of such 
documents by recording same, but is merely recognizing that such 
transfers may affect title to a registered mark and therefore ought 
to be recorded. At the time a Section 8 affidavit or declaration or 
an application for renewal is filed, the Examiner of Trademarks 
will consider the effect of such a document. 

Oct. 7, 1977 BERNARD A. MEANY 
Assistant Commissioner 
for Trademarks 
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(316) DEPARTMENT OF COMMERCE 


Patent and Trademark Office 


Soliciting Applications for Membership on the 
Public Advisory Committee for Trademark Affairs 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice. 


SUMMARY: The Patent and Trademark Office is seeking five 
members fox the Public Advisory Committee for Trademark 
Affairs. Member terms would begin on January 1, 1998. A nmst be 
an organization that is representative of the intellectual property 
community, e.g., a bar group, a business organization or an 
academic institution. Organizations interested in membership 
should send a letter expressing that interest and containing the 
information set out in the Supplementary information to the Patent 
and Trademark Office. 


DATES: Submit applications on or before January 8, 1998. 


ADDRESSES: Mail letters of request to participate in the Public 
Advisory Committee for Trademark Affairs to The Honorable 
Bruce A. Lehman, Assistant Secretary of Commerce and Commis- 
sioner of Patents and Trademarks, United States Patent and 
Trademark Office, Washington, DC 20231. 


FOR FURTHER INFORMATION CONTACT: David E 
Bucher, Deputy Commmissioner for Trademark Policy and 
Projects, at (703) 308-9100, ext. 20. 


SUPPLEMENTARY INFORMATION: This Commmittee is 
chartered under the Federal Advisory Committee Act (Pub. L. 
92-463). Its purpose has been, and continues to be, that of advising 
the Patent and Trademark Office (Office) on ways to increase the 
Office’s efficiancy and effectiveness and to provide a continuing 
flow of insights and perceptions from the private sector to the 
Office in the area of international and domestic trademark law. 


The Office amended the charter of the Committee in 1996 to 
make the Committee more diverse and more representative of 
trademark owners, trademark practitioners and the intellectual 
Property community as a whole. Accordingly, the Commissioner 
will select five representative organizations from among intellec- 
tual property organizations, bar groups, business-related organiza- 
tions and academia. The five organizations whose members’ terms 
will expire on December 31, 1997, are not precluded from 
responding to this notice. However, no member may serve more 
than two consecutive terms. 


Each organization’s letter to the Commissioner should explain 
the nature, size and characteristics of the organization and why this 
particular group is deserving of membership on this committee. 


Selection of file organizations will be based on the following 
criteria: (1) members’ familiarity, with the operations of the Patent 
and Trademark Office relating to trademarks and trademark rules, 
trademark practices, and the administration of the trademark 
operations; (2) members’ experience practicing before the Patent 
and Trademark Office in trademark matters; and (3) an indication 
of the organization’s interest in trademask practices by programs 
such as established committees designed to improve trademark 
operations, or legal education activities regarding Trademark 
practices. 


December 12, 1997 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 
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(317) Department of Commerce 


Patent and Trademark Office 


Renewal and Amendment of the Charter 
of the Public Advisory Committee 
for Trademark Affairs 


Agency: Patent and Trademark Office, Commerce. 

Action: Notice. 

Summary: In accordance with the provisions of the Federal 
Advisory Committee Act, 5 U.S.C. App. (1976), and after consul- 
tation with GSA, it has been determined that the renewal and 
amendment of the charter of the Public Advisory Committee for 
Trademark Affairs is in the public interest in connection with the 
performance of duties imposed on the Department by law. The 
charter was renewed on May 23, 1996. Charter amendments will 
allow the Assistant Secretary of Commerce and Commissioner of 
Patents and Trademarks (Assistant Secretary) to select organiza- 
tions which are representative of the Intellectual Property commu- 
nity. Each selected organization will, in turn, be able to appoint a 
designated number of members to the Committee. Committee 
membership will be limited to no more than 15 members. These 
members will serve staggered 3-year terms. 

Supplementary Information: The Committee was first chartered in 
January 1973 and is now being renewed and its charter amended. 
The Committee’s purpose is to advise the Patent and Trademark 
Office (Office) on ways to increase the Office’s efficiency and 
effectiveness and to provide a continuing flow of knowledge from 
the private sector to the Office in the areas of international and 
domestic trademark law. 

The Office is amending the charter of the Committee to make 
the Committee more diverse and more representative of trademark 
owners, trademark practitioners and the Intellectual Property 
community as a whole. The Assistant Secretary will select repre- 
sentative organizations from among intellectual property organi- 
zations, bar groups, business-related organizations and academia, 
and determine the number of Committee members each organiza- 
tion can choose. 

Allowing each representative organization to select its own 
Committee member(s) will ensure that the Committee represents 
the concern of each member organization. Member will serve 
staggered three-year terms. No member may serve more than two 
consecutive terms. 

The size of the Committee is being reduced from its former 
level of 18 members to 15 members. After experience with both an 
18-member and 15-member Committee, the smaller number seems 
to work better. 

The Committee Chair will be selected by the Assistant Secretary 
and will serve a one-year term. No individual may be the Chair for 
more than two consecutive terms. 

For Further Information Contact: Lynne G. Beresford at (703) 
308-8900, by fax at (703) 308-7220, or by mail marked to her 
attention and addressed to: 


Assistant Commissioner for Trademarks, 2900 Crystal Drive. 
Arlington, Virginia 22202-3513. 


Any organization which has an interest in the Committee should 
contact Ms. Beresford. A list of interested organizations will be 
maintained in the Office of the Assistant Commissioner for 
Trademarks. 
June 26, 1996 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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Advisory Committee Act, 5 U.S.C. App. (1976), and after consul- 
tation with GSA, it has been determined that the renewal of the 
charter of the Public Advisory Committee for Trademark Affairs is 
in the public interest in connection with the performance of duties 
imposed on the Department by law. 

Supplementary Information: The Committee was first established 
in September 1970, and its latest renewal was signed on April 3, 
1992. The Committee’s purpose is to advise the Patent and 
Trademark Office concerning steps which can be taken to increase 
the efficiency and effectiveness of administration of the Trademark 
Act and to provide a continuing source of knowledge from the 
private sector to the Government in the area of international and 
domestic trademark law. 

Committee members are drawn from the trademark bar, busi- 
ness and industry, academia, the public at large, and users of the 
public search room, and are selected by the Assistant Secretary of 
Commerce and the Commissioner of Patents and Trademarks to 
assure a balanced representation among members of the trademark 
community. The Committee will function solely as an advisory 
body, and in compliance with the provisions of the Federal 
Advisory Committee Act. 

For Further information Contact: Lynne Beresford, Committee 
Control Officer, Office of the Assistant Commissioner for Trade- 
marks, U.S. Patent and Trademark Office, Washington, D.C. 
20231, telephone: (703) 305-9464, or Jan Jivatodi, Committee 
Management Analyst, U.S. Department of Commerce, Washing- 
ton, D.C. 20230, telephone: (202) 377-4299. 
April 24, 1992 HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 
for Patents and Trademarks 
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(319) U.S. DEPARTMENT OF COMMERCE 
Office of the Assistant Secretary and 


Commissioner of Patents and Trademarks 


PUBLIC ADVISORY COMMITTEE 
FOR TRADEMARK AFFAIRS 


Agency: Patent and Trademark Office, Commerce 
Action: Notice of Committee Charter Amendment 


Summary: In accordance with the provisions of the Federal 
Advisory Committee Act, 5 U.S.C. App. (1976), and after consul- 
tation with GSA, it has been determined that an amendment of the 
charter of the Public Advisory Committee for Trademark Affairs is 
in the public interest in connection with the performance of duties 
imposed on the Department by law. The charter amendment was 
signed on December 3, 1990. 


The charter has been amended as follows to: (1) broaden the 
topics that the Committee may address to include international 
trademark law, (2) allow the membership of the Committee to be 
drawn from a wider range of the trademark community rather than 
soley from the regular, associate and supplementary membership 
of the United States Trademark Association (USTA), (3) increase 
the number of members on the Committee fron 15 to 18, (4) 
provide for the direct selection of the members and appointment of 
the chairman of the Committee by the Assistant Secretary and 
Commissioner of Patents and Trademarks rather than by the 
president of the USTA, and (5) set the term of membership at two 
years. 


For Further Information Contact: Lynne Beresford, Committee 
Control Officer, Office of the Assistant Commissioner for Trade- 
marks, U.S. Patent and Trademark Office, Washington, D.C. 
20231, telephone: (703) 557-7464, or Jan Jivatodi, Committee 
Management Analyst, U.S. Department of Commerce, Washing- 
ton, D.C. 20230, telephone: (202) 377-4217. 
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Supplementary Information: The Committee was first established 
in September 1970, and the latest charter renewal was signed on 
April 4, 1990. The charter amendment was approved on December 
3, 1990, and provides for the following: 


(1) The amendment broadens the objectives and duties of the 
Committee to specifically embrace international trademark law 
The previous charter permitted the Committee to advise the Patent 
and Trademark Office only on the steps which could be taken to 
increase the efficiency and effectiveness of the administration of 
the Trademark Act and to provide a continuing source of knowl- 
edge from the private sector to the Government. Given the 
increased interest within the trademark community and the Patent 
and Trademark Office in international trademark law, especially in 
the Madrid Protocol and harmonization, it is desirable that the 
charter refer explicitly to international trademark law. 


(2) Section 5(b)(2) of the Federal Advisory Committee Act 
requires that the membership of advisory committees be “fairly 
balanced in terms of the points of view represented....” The 
amendment furthers that goal by permitting the membership to be 
drawn from a wide range of the trademark community including 
users of the public search room, academia, members of the public 
at large, and the business community. 


(3) The amendment increases the number of members on the 
Committee from 15 to 18. The increase was needed to permit 
additional members, from different sectors of the trademark 
community, to be added to the Committee without having to 
displace any of the current Committee members. 


(4) Section 5(b)(2) of the Federal Advisory Committee Act 
requires that “the membership be fairly balanced in terms of the 
points of view represented...” The amendment futhers that goal by 
permitting the chairman to be appointed, and the members of the 
Committee to be selected by the Assistant Secretary and Commis- 
sioner of Patents and Trademarks. 


(5) The charter of the Public Advisory Committee for Trade- 
mark Affairs did not set terms for members. In order to promote 
more orderly administration of the Committee, the amendment sets 
the terms of the members at two years. Members will serve at the 
discretion of the Assistant Secretary and Commissioner of Patents 
and Trademarks. Appointements, when vacancies occur, shall be 
for the remainder of the unexpired term. 

Jan. 16, 1991 HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 
of Patents and Trademarks 
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(320) Advisory Committee for Patents and 


Trademarks; Establishment 


In accordance with the provisions of the Federal Advisory 
Committee Act (5 U.S.C. App. 2.) and General Services Admin- 
istration Interim Rule on Federal Advisory Committee Manage- 
ment, 41 CFR Part 101-6, as amended, and after consultation with 
GSA, the Secretary of Commerce has determined that the estab- 
lishment of the Advisory Committee for Patents and Trademarks is 
in the public interest in connection with the performance of duties 
imposed on the Department by law. 

1. The Committee will advise the Patent and Trademark Office 
on broad policy issues involving both patents and trademarks, and 
the overall operation of the Office including matters concerning 
office-wide Automation programs. 

2. The Committee will consist of at least 10 but no more than 18 
members to be appointed by the Assistant Secretary and Commis- 
sioner of Patents and Trademarks to assure a balanced represen- 
tation among patent and trademark attorneys, corporate execu- 
tives, technical research directors, inventors, the judiciary, 
professional patent and trademark searchers, information special- 
ists and publishers, automation experts, consumer groups, entre- 
preneurs, and educators. The Committee will function solely as an 
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advisory body and in compliance with the provisions of the 
Federal Advisory Committee Act. Its charter will be filed under the 
Act, 15 days from the date of the publication of this notice 
Interested persons are invited to submit comments regarding the 
establishment of the Advisory Committee for Patents and Trade- 
marks. Such comments, as well as any inquiries, may be addressed 
to the Executive Assistant to the Assistant Secretary and Commis- 
sioner of Patents and Trademarks, U.S. Department of Commerce, 
Washington, D.C. 20231, phone: 703-557-3071, or the Depart- 
ment’s Committee Management Analyst, phone: 202-377-4217. 
Nov. 14, 1986 DONALD J. QUIGG 
Assistant Secretary and Commissioner of 
Patents and Trademarks 


[FR Doc. 86-26451 Filed 11-21-86; 8:45 am] 
BILLING CODE 3510-16-M 
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Notice of Change in the Method of 
Assigning Registration Numbers to 
Trademark Registrations 


As of October 10, 1995, in the Trademark Official Gazette 
sections titled TRADEMARK REGISTRATIONS ISSUED, 
TRADEMARK REGISTRATIONS ISSUED UNDER SECTION 
1(D), and SUPPLEMENTAL REGISTER, registration numbers 
will be assigned in ascending serial number order. Currently 
registration numbers are assigned in ascending class order by 
ascending serial number inside each class, e.g., in Class 1, Ser. No. 
100,000 might be assigned Reg. No. 1,900,001; and in Class 42, 
Ser. No. 000,001 might be assigned Reg. No. 1,903,456. Under the 
new system, registration numbers will be assigned in ascending 
serial number order regardless of [009a]bnclass, e.g., Ser. No. 
000,001 would be assigned Reg. No. 1,900,001; and Ser. No. 
100,000 would be assigned Reg. No. 1,903,456. 

August 30, 1995 ROBERT M. ANDERSON 
Deputy Assistant Commissioner 
for Trademarks 
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(322) Change in Legal Holidays 


The Commissioner’s Notice of Sept. 25, 1979, “Change in 
Legal Holidays,” is hereby rescinded in view of Public Law 
98-144, enacted Nov. 2, 1983, which amended the listing of legal 
public holidays in 5 USC 6103. That amendment took effect in 
1986 and added a new legal holiday relating to the birthday of 
Martin Luther King, Jr. This new holiday is designated for the third 
Mon. in Jan. 

Section 6103, as amended, reads as follows: 


New Year’s Day, Jan. | 

Birthday of Martin Luther King, Jr., the third Mon. in Jan. 
Washington’s Birthday, the third Mon. in Feb. 

Memorial Day, the last Mon. in May 

Independence Day, July 4 

Labor Day, the first Mon. in Sept. 

Columbus Day, the second Mon. in Oct. 

Veterans Day, Nov. 11 

Thanksgiving Day, the fourth Thurs. in Nov. 

Christmas Day, Dec. 25. 


Each of the holidays enumerated will constitute a “Federal 
holiday within the District of Columbia,” as referred to in Section 
21, Title 35, United States Code. In accordance with 37 CFR 1.6(a) 
and 1.10{a), the Patent and Trademark Office will not receive 
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papers on these holidays. Actions required to be taken on such 

days may be taken on the next succeeding day that the Office is 

open for business in accordance with 37 CFR 1.7 

July 15, 1986 DONALD J. QUIGG 
Assistant Secretary and 

Commissioner of Patents and Trademarks 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
[Docket No. 980326078-8078-01] 


Request for Comments on 
Proposed Internet Usage Policy 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice and request for public comments. 


SUMMARY: The Patent and Trademark Office (PTO) requests 
comments on a proposed Internet usage policy. The policy is 
intended to provide guidance to PTO employees regarding the use 
of the Internet for official PTO business. The policy is to cover (1) 
communications with applicants via Internet electronic mail (e- 
mail) and (2) using the Internet to search for information concern- 
ing patent applications and elements appearing in trademark 
applications. 


DATES: Written comments on the proposed Internet usage policy 
will be accepted by the PTO until December 28, 1998. 


ADDRESSES: Written comments should be addressed to the 
attention of Magdalen Greenlief, Office of the Deputy Assistant 
Commissioner for Patent Policy and Projects. Comments submit- 
ted by mail should be sent to: Box Comments - Patents, Assistant 
Commissioner for Patents, Washington, D.C. 2023 1. Comments 
may also be submitted by facsimile transmission to (703) 305- 
8825 or by electronic mail through the Internet to 
“magdalen.greenlief@uspto.gov”. 


Written comments will be available for public inspection in Suite 
910 of Crystal Park 2, 2121 Crystal Drive, Arlington, Virginia. In 
addition, comments provided in machine-readable format will be 
available through the PTO’s Website at http://www.uspto.gov. 


FOR FURTHER INFORMATION CONTACT: Magdalen 
Greenlief, by mail to her attention addressed to Box Comments- 
Patents, Assistant Commissioner for Patents, Washington, D.C. 
20231; by telephone at (703) 305-8813; by facsimile transmission 
to (703) 305-8825; or by electronic mail through the Internet to 
“magdalen.greenlief@uspto.gov”. 


SUPPLEMENTARY INFORMATION: The Commissioner of 
Patents and Trademarks issued a Notice entitled “Interim Internet 
Usage Policy” in the Official Gazette of the United States Patent 
and Trademark Office (O.G.) on February 25, 1997 at 1195 O.G. 
89. The Notice set forth interim guidelines for PTO employees 
regarding the use of the Internet to conduct official PTO business. 
The Notice also stated that the guidelines are interim since the 
public has not had an opportunity to comment on them and that the 
PTO will publish a Notice in the Federal Register and the Official 
Gazette requesting comments from the public on the use of the 
Internet in the PTO’s patent and trademark examination process. 
Pursuant to the February 25, 1997 O.G. Notice, the following 
proposed Internet Usage Policy is being published for public 
comment. 


The Internet offers a highly effective means of identifing, 
locating, and retrieving scientific and technical information and 
also provides a means for the applicant to communicate with PTO 
employees via advanced electronic mail. Communications via 
Internet e-mail are at the discretion of the applicant. In view of the 
fact that all communications and data transmitted from or to 
applicant by the Internet may be neither encrypted nor secure, 
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applicants who wish to communicate with the PTO on an unsecure 
medium such as Internet e-mail do so at their own risk. If an 
applicant wishes the PTO to communicate with the applicant on 
the unsecure medium, the applicant may authorize the PTO to do 
so by submitting a written authorization. Where the Internet is 
used to search patent applications, PTO employees must restrict 
their search operations to determining the general state of the art. 
The purpose of the Internet usage policy is to provide guidelines 
for PTO employees for using the Internet to conduct official PTO 
business. 


(A) Regarding communications between PTO employees and 
applicant by electronic mail, the PTO is particularly interested in 
comments relating to the following: 


(1) Regarding communication with the Patent Organization, 
where a written authorization by the applicant has been given, 
Patent Article 5 of the proposed Internet usage policy limits the use 
of the Internet e-mail for communications other than those under 
35 U.S.C. 132 or which othenvise require a signature. Should such 
limitations be imposed? If so, what other types of correspondence 
should not be communicated via Internet e-mail? 


(2) What type of confirmation, if any, from the PTO would you 
like to see regarding whether the e-mail with attachments has been 
received and is readable? 


(3) Regarding communication with the Patent Organization, the 
“Interim Internet Usage Policy” published on February 25, 1997 at 
1195 O.G. 89 indicated that an express waiver under 35 U.S.C. 122 
by the applicant is required before Internet e-mail may be used by 
PTO employees to conduct official PTO business where sensitive 
data will be exchanged or where there exists a possibility that 
sensitive data could be identified. 


The reference to a waiver of 35 U.S.C. 122 has been deleted 
from the proposed Internet usage policy because it appears to be 
unnecessary. Are there any problems with the elimination of the 
waiver? 


(4) Patent Article 7 and Trademark .Article 8 of the proposed 
Internet usage policy permits PTO employees to respond to 
applicant’s e-mail correspondence by other appropriate means 
such as telephone or by facsimile transmission. Would you prefer 
to have PTO employees respond via Internet e-mail or is the other 
appropriate means noted above acceptable? 


(5) How likely would you utilize the Internet e-mail to conduct 
interviews under the conditions set forth in Patent Article 8 and 
Trademark Article 9 of the proposed Internet usage policy? 


(6) In view of the fact that all communications and data 
transmitted from or to the applicant by the Internet may be neither 
encrypted nor secure, how likely and how often and for what 
purpose would you utilize the Internet e-mail to communicate with 
PTO employees regarding a particular application? 


(7) Should digital signatures, digital certificates, public key/ 
private key encryption and key recovery be used for Internet 
e-mail? If so, what software(s) should PTO use? 


(B) The PTO is also interested in comments regarding searching 
and retrieving scientific and technical information in patent appli- 
cations via the Internet, particularly comments relating to search- 
ing and retrieving scientific and technical information in patent 
applications which the PTO must maintain in confidence pursuant 
to 35 U.S.C. 122. 


Please submit separate comments concerning patent provisions 
and trademark provisions. Although comments may be submitted 
by mail or facsimile transmission, the Office prefers to receive 
comments via the Internet. Where comments are submitted by 
mail, the Office would prefer that the comments be submitted on a 
DOS formatted 3.5" disk accompanied by a paper copy of the 
comments. 
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Written comments should include the following information: 
- Name and affiliation of the individual responding: 

An indication of whether the comments offered represent 
views of the respondent’s organization or are the respondent's 
personal views; and 

If applicable, information on the respondent's organization. 


including the type of organization (e.g.. 
university, nonprofit organization). 


business, trade group, 


I. PROPOSED PATENT INTERNET USAGE POLICY 


Introduction: 


The Internet and its offspring, the World Wide Web (WWW), offer 
the PTO opportunities to (1) enhance operations by enabling 
Patent Examiners to locate and retrieve new sources of scientific 
and technical information, (2) communicate more etfectively with 
our customers via advanced electronic mail (e-mail) and file 
transfer functions, and (3) more easily publish information of 
interest to the inteliectual property communiiy and the general 
public. This new technology offers low-cost, high speed. and direct 
communications capabilities upon which the PTO wishes to 
capitalize 


The organizations reporting to the Assistant Commissioner for 
Patents have special legal requirements that must be satisfied as 
part of the PTO’s goal to make effective use of the Internet 
Because security issues concerning transmission and capture of 
search requests by unauthorized individuals have not yet been 
resolved, Patent Examiners are to exercise good judgment and 
restrict their searches to nonspecific patent application uses 


Purpose: 


To establish a policy for use of the Internet by the Patent 
Examining Corps and other organizations within the PTO; 


To address use of the Internet to conduct interview-like com- 
munications and other forms of formal and informal communica 
tions; 


To publish guidelines for locating, retrieving, citing, and prop- 
erly documenting scientific and technical information sources on 
the Internet; 


To inform the public how the PTO intends to use the Internet; 
and 


To establish a flexible Internet policy framework which can be 
modified, enhanced, and corrected as the PTO, the public, and 
customers learn to use, and subsequently integrate, new and 
emerging Internet technology into existing business infrastructures 
and everyday activities to improve the patent application, the 
examining, and granting functions. 


Article 1. Applicability 


This policy applies to members of the Patent Organization 
within the PTO, including contractors and consultants working 
with, or conducting activities in support of, the Patent Organiza- 
tion. 


Article 2. Scope 


This policy applies to activities associated with, or directly 
related to, use of the Internet via PTO-provided network connec- 
tions, facilities, and services. This includes, but is not limited to, 
PTONet connections, Office of Chief Information Officer (OCIO)- 
provided PCs and workstations, and Internet provider services. 
This policy also applies to use of other non-PTO Internet access 
facilities and equipment that are used to conduct non-patent 
application specific work. 
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Article 3. Conformance with existing, PTO-wide, Internet use 
policy 


This Internet Usage Policy supersedes the Interim Internet 
Usage Policy published in the Official Gazette on February 1997. 
The policy outlined in this document augments the existing PTO 
Internet Acceptable Use Policy as set forth in the Office Automa- 
tion Services Guide. As such, this policy is an extension of current 
PTO office-wide Internet policy. 


Article 4. Confidentiality of Proprietary Information 


f security and confidentiality cannot be attained for a specific 
use, transaction, or activity, then that specific use, transaction, or 
activity shall NOT be undertaken/conducted. 


All use of the Internet by Patent Organization employees, 
contractors, and consultants shall be conducted in a manner that 
ensures compliance with confidentiality requirements in statutes, 
including 35 U.S.C. 122, and regulations. Where a written autho- 
rization is given by the applicant for the PTO to communicate with 
the applicant via Internet e-mail, communications via Internet 
e-mail may be used 


Backup, archiving, and recovery of information sent or received 
via the Internet is the responsibility of individual users. The OCIO 
does not, and will not. as a normal practice, provide backup and 
recovery services for information produced, retrieved, stored, or 
transmitted to/from the Internet. 


Article 5. Communications via the Internet and Authorization 


Communications via Internet e-mail are at the discretion of the 
applicant 


Without a written authorization by applicant in place, the PTO 
will not respond via Internet e-mail to any Internet correspondence 
which contains information subject to the confidentiality require- 
ment as set forth in 35 U.S.C. 122. A paper copy of such 
correspondence will be placed in the appropriate patent applica- 
tion. 


The following is a sample authorization form which may be 
used by applicant: “Recognizing that Internet communications are 
not secure, I hereby authorize the PTO to communicate with me 
concerning any subject matter of this application by electronic 
mail. I understand that a copy of these communications will be 
made of record in the application file.” 


A written authorization may be withdrawn by filing a signed 
paper clearly identifying the original authorization. The following 
is a sample form which may be used by applicant to withdraw the 
authorization: 


‘The authorization given on _—_ to the PTO to 
communicate with me via the Internet is hereby withdrawn. I 
understand that the withdrawal is effective when approved rather 
than when received.” 


Where a written authorization is given by the applicant, com- 
munications via Internet e-mail, other than those under 35 U.S.C. 
132 or which otherwise require a signature, may be used. In such 
case, a printed copy of the Internet e-mail communications MUST 
be given a paper number, entered into the Patent Application 
Location and Monitoring System (PALM) and entered in the 
patent application file. A reply to an Office action may NOT be 
communicated by applicant to the PTO via Internet e-mail. If such 
a reply is submitted by applicant via Internet e-mai!, a paper copy 
will be placed in the appropriate patent application file with an 
indication that the reply is NOT ENTERED. 


PTO employees are NOT permitted to initiate communications 
with applicant via Internet e-mail unless there is a written 
authorization of record in the patent application by the applicant. 


All reissue applications are open to public inspection under 37 
CFR 1.1 l(a) and all papers relating to a reexamination proceeding 
which have been entered of record in the patent or reexamination 
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file are open to public inspection under 37 CFR 1.1 I(d). PTO 
employees are NOT permitted to initiate communications with 
applicant in a reissue application or a patentee of a reexamination 
proceeding via Internet e-mail unless written authorization is given 
by the applicant or patentee. 


Article 6. Authentication of Sender by a Patent Organization 
Recipient 


The misrepresentation of a sender’s identity (i.e., spoofing) is a 
known risk when using electronic communications. Therefore, 
Patent Organization users have an obligation to be aware of this 
risk and conduct their Internet activities in compliance with 
established procedures. 


Internet e-mail must be initiated by a registered practitioner, or 
an applicant in a pro se application, and sufficient information 
must be provided to show representative capacity in compliance 
with 37 CFR 1.34. Examples of such information include the 
attorney registration number, attorney docket number, and patent 
application number. 


Article 7. Use of Electronic Mail Services 


Once e-mail correspondence has been received from the appli- 
cant, as set forth in Patent Article 4, such correspondence must be 
responded to appropriately. The Patent Examiner may respond to 
an applicant’s e-mail correspondence by telephone, fax, or other 
appropriate means. 


Article 8. Interviews 


Internet e-mail shall NOT be used to conduct an exchange or 
communications similar to those exchanged during telephone or 
personal interviews unless a written authorization has been given 
under Patent Article 5 to use Internet e-mail. In such cases, a paper 
copy of the Internet e-mail contents MUST be made and placed in 


the patent application file as required by the Federal Records Act 


in the same manner as an Examiner Interview Summary Form is 
entered. 


Article 9. Internet Searching 


The ultimate responsibility for formulating individual search 
strategies lies with individual Patent Examiners, Scientific and 
Technical Information Center (STIC) staff, and anyone charged 
with protecting proprietary application data. When the Internet is 
used to search, browse, or retrieve information relating to a patent 
application, other than a reissue application or reexamination 
proceeding, Patent Organization users MUST restrict search 
queries to the general state of the art. Internet search, browse, or 
retrieval activities that could disclose proprietary information 
directed to a specific application, other than a reissue application 
or reexamination proceeding, are NOT permitted. 


This policy also applies to use of the Internet as a communica- 
tions medium for connecting to commercial database providers. 


Article 10. Documenting Search Strategies 


All Patent Organization users of the Internet for patent applica- 
tion searches shall document their search strategies in accordance 
with established practices and procedures as set forth in MPEP 
719.05 subsection (B)(6). 


Article 11. Citations 


All Patent Organization users of the Internet for patent applica- 
tion searches shall record their fields of search and search results 
in accordance with established practices and procedures as set 
forth in MPEP 719.05 subsection (B)(6). 


Subparagraph A. 
Internet document citations should include information which is 


normally included for reference documents (i.e., Form PTO-892). 
In addition, any information which would aid a future searcher in 
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locating the document should be included in the citation. Guide- 
lines for citing electronic information can be found as an attach- 
ment to this policy. 


Subparagraph B. 


When a document found on the Internet is not the original 
publication, then the Patent Examiner or STIC staff shall pursue 
the acquisition of a copy of the originally published document or 
an original of the document or Web object in question for all 
references cited. Note: scanned images are considered to be a copy 
of the original publication. Electronic-only documents are original 
publications. 


Article 12. Professional Development 


The Internet is recognized as a tool for professional develop- 
ment. It may be useful for keeping informed of technological and 
legal developments in all art areas. For example, use of the Internet 
for keeping abreast of conferences, seminars, and for receiving 
mail from appropriate list servers is acceptable. 


Article 13. Policy Guidance and Clarifications 


Within the Patent Organization, any questions regarding Internet 
usage policy should be directed to the user’s immediate supervisor. 
Non-PTO personnel should direct their questions to the Office of 
the Deputy Assistant Commissioner for Patent Policy and Projects. 


Il. PROPOSED TRADEMARK 
POLICY 


INTERNET USAGE 


Introduction: 


The Internet and its offspring, the World Wide Web (WWW), 
offer the PTO opportunities to (1) enhance customer services by 
enabling attorney advisors (Trademarks) and other Trademark 
employees to locate and retrieve new sources of legal, scientific, 
commercial and technical information, (2) communicate more 
effectively with customers via electronic mail (e-mail) and file 
transfer functions, and (3) more easily publish information of 
interest to the intellectual property community and the general 
public. 


This new technology offers low-cost, high speed, direct com- 
munication capabilities that the PTO wishes to leverage to the 
advantage of its customers. The organizations reporting to the 
Assistant Commissioner for Trademarks have special legal re- 
quirements that must be satisfied as part of the PTO’s goal to make 
effective use of the Internet and electronic commerce. 


Purpose: 


To establish a policy for use of the Internet by organizations 
reporting to the Assistant Commissioner for Trademarks, includ- 
ing: the Office of the Assistant Commissioner for Trademarks, the 
Trademark Examining Operation, Trademark Services, Trademark 
Program Control and the Trademark Assistance Center; 


To address use of the Internet to conduct interview-like com- 
munications, and other forms of formal and informal communica- 
tions; 


To publish guidelines for locating, retrieving, citing, and prop- 
erly documenting scientific, commercial and technical information 
sources on the Internet; 


To inform the public how the PTO intends to use the Internet; 
and 


To establish a flexible Internet policy framework which can be 
modified, enhanced, and corrected as the PTO, the public, and 
customers learn to use, and subsequently integrate, new and 
emerging Internet technology into existing business infrastructures 
and everyday activities to improve the trademark application, 
examination, and registration business processes. 
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Article 1. Applicability 


This policy applies to members of the Trademark Organization 
reporting to the Assistant Commissioner for Trademarks within the 
PTO, including contractors and consultants working with, or 
conducting activities in support of, the Trademark Organization. It 
does not apply to members of the Trademark Trial and Appeal 
Board or contractors and consultants working with, or conducting 
activities in support of, the Trademark Trial and Appeal Board. 


Article 2. Scope 


This policy applies to activities associated with, or directly 
related to, use of the Internet via PTO-provided network connec- 
tions, facilities, and services. This includes, but is not limited to, 
PTONet connections, Office of Chief information Officer (OCIO)- 
provided PCs and workstations, and Internet provider services. 
This policy also applies to use of other non-PTO Internet access 
facilities and equipment that are used to conduct non-trademark 
application specific work. 


Article 3. Conformance with existing, PTO-wide, Internet use 


policy 


This Internet Usage Policy supersedes the Interim Internet 
Usage Policy published in the Official Gazette in February 1997. 
The policy outlined in this document augments the existing PTO 
Internet Acceptable Use Policy as set forth in the Office Automa- 
tion Services Guide. As such, this policy is an extension of current 
PTO office-wide Internet policy. 


Article 4. Correspondence acceptable via the Internet 


Internet e-mail may be used to reply or respond to an examining 
attorney’s Office Action, to reply or respond to a petitions 
attorney's 30-day letter, to reply or respond to a Post Registration 
Office Action, as well as to conduct informal communications 
regarding a particular application or registration with the appro- 
priate Trademark Organization employee. If e-mail communica- 
tion is initiated by the applicant or applicant’s attorney, Office 
Actions, Priority Actions, Examiner's Amendments, petitions 
attorney s 30-day letters, and Post Registration Office Actions may 
be sent to the applicant via Internet e-mail or by telephone, fax, or 
other appropriate means. Readable attachments to Internet e-mail 
for such purposes as the submission of evidence, specimens, 
affidavits and declarations will be accepted. 


Article 5. Communications not acceptable via the Internet 


Internet e-mail or other Internet communications may NOT be 
used to file Trademark Applications, Amendments to Allege Use, 
Statements of Use, Requests for Extension of Time to File a 
Statement of Use, Section 8 affidavits, Section 9 affidavits, or 
Section 15 affidavits until such time as the PTO publishes 
electronic forms for these filings and they are made available on 
the Internet by the PTO. Internet e-mail may be used to submit 
specimens of use, but the Office will determine acceptability of the 
specimen(s) and if the specimens are found not to meet the 
standards for specimens of use, additional specimens will be 
required. Certified copies of foreign certificates will NOT be 
accepted via Internet e-mail. Internet e-mail may NOT be used for 
any correspondence with the Trademark Trial and Appeal Board. 


Article 6. Initiating Internet Communications 


Internet communications will NOT be initiated by the Trade- 
mark Organization unless it is authorized to do so by the applicant 
or by the applicant's attorney. Authorization for members of the 
Trademark Organization to communicate with applicant or appli- 
cant’s attorney via Internet e-mail may be given by so indicating 
in the application submitted to the PTO or in any official written 
communication with the Trademark Organization. The authoriza- 
tion must include the Internet e-mail address to which all Internet 
e-mail is to be sent, Internet communications may also be initiated 
and authorized by applicant or applicant’s attorney by telephone or 
by responding to an Office Action or other official communication 
via an Internet e-mail address indicated on the official correspon- 
dence. 
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Article 7. Waivers and Authentication 


Applicants and their attorneys understand that the misrepresen- 
tation of a sender’s identity is a known risk when using electronic 
communications. Therefore, Trademark Organization users have 
an obligation to be aware of this risk and conduct their Internet 
activities in compliance with established procedures. 


Internet e-mail must be initiated and authorized by a practitio- 
ner, or the applicant in a pro se application. Sufficient information 
must be provided to show representative capacity in compliance 
with 37 CFR 2.17 and 10.14. In trademark cases, examples of such 
information would include signing a paper in practice before the 
PTO in a trademark case, attorney docket number, and trademark 
application serial number or registration number. 


The Assistant Commissioner for Trademarks will waive 37 CFR 
10.18 to the extent that it requires an original signature personally 
signed by a trademark practitioner in permanent ink on any 
correspondence filed with the PTO. Receipt of an Internet e-mail 
communication by the Trademark Organization from the address 
of applicant or applicant’s attorney containing the /s/ notation in 
lieu of signature and which references a Trademark application 
serial number will be understood to constitute a certificate that: 


1. the correspondence has been read by the applicant or 
practitioner; 


2. the filing of the correspondence is authorized; 


3. to the best of the applicant’s or practitioner's knowledge, 
information, and belief, there is good ground to support the 
correspondence, including any allegations of improper conduct 
contained or alleged therein; and 


4. the correspondence is not interposed for delay. 


Applicants requesting to correspond with the Trademark Orga- 
nization via the Internet should recognize that Internet communi- 
cations might not be secure, and should understand that a copy of 
any and all communications received via the Internet will be 
placed in the file wrapper and become a permanent part of the 
record. 


Article 8. Office Procedures 


When authorized to do so, the Trademark Organization will 
send Office Actions and other official correspondence to the 
Internet e-mail address indicated by the applicant or applicant’s 
attorney. A signed, paper copy of the outgoing correspondence will 
be associated with the trademark application file wrapper. 


When communications are received by an examining attorney, 
or other appropriate Trademark Organization employee, the attor- 
ney or employee will immediately reply to the communication 
acknowledging receipt of the communication. The date the com- 
munication was received by the Trademark Organization that 
appears in the heading of the communication will constitute the 
receipt date within the PTO for purposes of time-sensitive com- 
munications unless that date is a Saturday, Sunday, or Federal 
holiday within the District of Columbia, in which case the receipt 
date will be the next succeeding day which is not a Saturday, 
Sunday, or Federal holiday within the District of Columbia. A 
paper copy of all Internet e-mail communications, including a 
copy of any and all attachments, will be associated with the 
trademark application file wrapper. A paper copy of any informal 
communications regarding a particular trademark application or 
registration will be associated with the file wrapper and become a 
part of the record. 


Article 9. Remedies 


When an application is held abandoned because a timely 
Internet e-mail communication was sent to and received by the 
Trademark Organization but was not timely associated with the 
application file wrapper, the abandoned application may be rein- 
stated by the Trademark Organization. There is no fee for a request 
to reinstate such an application. 
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When an application is held abandoned because a timely 
Internet e-mail communication was sent to, but apparently not 
received by the Trademark Organization, applicant or applicant’s 
attorney may petition the Commissioner to revive the abandoned 
application pursuant to 37 CFR 2.66 and TMEP §§ 1112.05(a), (b). 
In determining whether or not an Internet response was timely 
filed, the Commissioner may accept a copy of a signed certificate 
of transmission meeting the requirements of 37 CFR 1.8, a copy of 
the previously transmitted correspondence, and a statement attest- 
ing to the personal knowledge of timely transmission of the 
response. 37 CFR 1.8(b)(1), (2), and (3). 


In all situations, the applicant or the applicant’s attorney should 
promptly notify the Office after becoming aware that the applica- 
tion was abandoned because a communication was not timely 
associated with the file wrapper or was not received by the Office. 


Article 10. Use of Electronic Mail Services 


Once e-mail correspondence has been received from an appli- 
cant, as set forth in Trademark Article 6, such correspondence 
must be responded to appropriately. The Trademark Organization 
employee may respond to an applicant’s Internet e-mail correspon- 
dence by telephone, fax, or other appropriate means. 


Article 11. Interviews 


Internet e-mail may be used to conduct an exchange of 
communications similar to those exchanged during telephone or 
personal interviews. In such cases, a paper copy of the Internet 
e-mail contents MUST be made and placed in the trademark 
application file wrapper. 


Article 12. Documenting Search Strategies 


All Trademark Organization users of the Internet for trademark 
application research shall document their search strategies in 
accordance with established practices and procedures as set forth 
in TMEP § 1106.07(a). 


Subparagraph A. 


Any information, which would aid a future searcher in locating 
the document retrieved through Internet research, should be 
included in the citation. Guidelines for citing electronic informa- 
tion can be found as an attachment to this policy. 


Subparagraph B. 


When a document found on the Internet is not the original 
publication, then the Trademark Examining Attorney or Trademark 
Library staff shall pursue the acquisition of a copy of the originally 
published document or an original of the document or Web object 
in question for all references cited. Note: scanned images are 
considered to be a copy of the original publication. Electronic-only 
documents are original publications. 


Article 13. Professional Development 


The Internet is recognized as a tool for professional develop- 
ment. It may be useful for keeping informed of technological and 
legal developments. For example, use of the Internet for keeping 
abreast of conferences, seminars, and for receiving mail from 
appropriate list servers is acceptable. 


Article 14. Policy Guidance and Clarifications 


Within the Trademark Organization, any questions regarding the 
Internet usage policy should be directed to the user’s immediate 
supervisor. Non-PTO personnel should direct their questions to the 
Office of the Assistant Commissioner for Trademarks. 


Attachment 
Guidelines for Citing Electronic Resources 


The International Organization for Standardization (ISO) has 
created a standardized method for citing electronic resources. The 
formats are set forth in document ISO 690-2, which was published 
on November 15, 1997. The formats in ISO 690-2 are consistent 
with those proposed by the PTO in the fall of 1996. 
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ISO 690-2 references several ISO standards relating to docu- 
mentation of publications. These are namely ISO 4:1984 Docu- 
mentation - Rules for the abbreviation of title words and titles of 
publications; {SO 639:1988 Code for the representation of names 
of languages; ISO 690:1987 Documentation Bibliographic 
references - content, form, and structure (the parent standard of 
690-2); ISO 832:1994 Information and documentation - biblio- 
graphic description and references - Rules for the abbreviation of 
typical words; ISO 2108:1992 Information and documentation - 
International standard book numbering (ISBN); 1SO 3297:1986 
Documentation - International standard serial numbering (ISSN); 
ISO 5127-1:1983 Documentation and information - Vocabulary - 
Part 1: Basic concepts; SO 8601:1988 Date elements and 
interchange formats - Information interchange - Representation of 
dates and times; ISO/TR 9544:1988 Information processing - 
computer-assisted publishing - Vocabulary; and ISO/IEC DIS 
11179-3 Information technology - Coordination of data element 
standardization. 


Elements of a Bibliographic Citation 
The typical elements of a bibliographic citation are: 
a. Author(s) -- individual and corporate 
b. Title 
Titles fall into two general categories: 


* Those that denote the source work (monograph, journal, 
conference, anthology/compilation, etc.) 


* Those that describe the paper, chapter, or portion of work 


. Publication Date 

. Publisher 

. Report number/Series Number/Other identifying number 
. Editor(s) 

. Page numbers 

. Volume number 

. Issue number 
j. Edition 


A single print resource may not have all of the elements listed 
above; however, they will possess those which are appropriate to 
the work. In the case of monographs the volume and/or issue 
number may not be essential; as with journals the element for 
edition will be nonexistent. Therefore, it can be noted that even in 
traditional print publications the format of citations will vary with 
the resource being cited. 


The same can be said for the realm of electronic publications. 
Electronic documents with originally published print equivalents 
will have most traditional bibliographic elements. Those that have 
no print equivalents will most likely not have traditional elements, 
even though they may look like and seem to possess many 
qualities of print publications. 


Elements of Electronic Resource Citations 


What makes the electronic resource different from the print 
resource? Initially it is safe to state that basic elements of a print 
citation are also applicable to the electronic form. These basic 
elements will include a title (even in the case of electronic mail in 
which the subject line can become the title element), originator 
(author), publisher, and publication date (although with electronic 
publications this element often raises problems for those verifying 
the document). Characteristics which are inherent to print publi- 
cations but may not be to the electronic form include volumes, 
issues, and page numbers. The electronic resource will have 
elements in addition to the print resource. These elements include: 





1243 TMOG 994 
(323) 


a. Type of Media 
CD-ROM or other optical storage media 
Diskette or other magnetic storage media 
Online, including the Internet 
. Availability 


The information required to retrieve the resource. In the case 
of online Internet resources this would include address-type 
information, along with directories, file names, etc. 


>. Date(s) 


*Posted/Publication 

The publication date is the date the author/originator affixes to 
the document. If that is not present, the date the system 
administrator or webmaster placed the document on the 
online system can be substituted. 


*Accessed on 

The date the user found and read the document. They may 
also have downloaded the document for personal use. This 
date will provide future readers with documentation as to 
what version/edition the document was on when it was 
accessed. If a document was altered subsequently there will 
not be confusion as to which document the user is referring 
to. 


Proposed Formats 


When an examiner retrieves a document from an electronic 
source, he/she will determine if it is useful and will cite it if 
appropriate. Assuming the examiner has located all pertinent 
bibliographic elements for a citation, the next task will be to 
format the citation. 


Punctuation is an interesting problem for electronic documents. 


Traditionally, academics and library scientists have used punctua- 
tion as a means for separating bibliographic elements in a citation. 
In the case of retrieving electronic documents, punctuation be- 
comes part of the citation. When expressing URLs, directories, 
filenames, etc., punctuation marks are required to create an 
accurate citation. Therefore, limit the amount of punctuation in the 
citation in order to avoid confusion. 


Due to the ease and potential frequency of updates of electronic 
documents, ISO 690-2 recommends the use of month, date, year, 
and time of day on all date citations. There is no stated preference 
for dates using standard abbreviated months (Jan., Feb., Mar.) or 
complete numeric transcription (using standard format of year- 
month-date). 


Additionally, standard abbreviations for jouraal titles, countries, 
provinces, etc. should be applied to electronic citations. 


The following formats are proposals for how an examiner might 
cite an electronic document. However, all possible citation itera- 
tions are not included; this is a sampling. 


CD-ROM, Diskette, Commercial Database 
Author. (publication date). Title. Source (“source” defined as the 


entire work, i.e. journal title). [Type of Medium], volume (issue), 
paging. Available: 
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sample: 

Smith, Joe. (January 1999). How to do an online search. Database. 
[CD-ROM], 17(2), 1-2. Available: UMI. File: General Periodi- 
cals Index. 


FTP 


Author. (publication date). Title. Source. [Type of Medium], 
volume (issue), paging. Available: Accessed on: 

sample: 

Smith, Joe. (January 1999). How to do an online search. Database. 
{Online}, 17(2), 1-2. Available FTP: ftp.database.edu Direc- 
tory: pubs/journals/database.online/vol17 File: 002dbs.txt Ac- 
cessed on: February 1, 1999. 


E-mail, Listservs, Usenet 


Author. <author e-mail address> (publication/posted date). Title. 
Source (or Subject Line replaces title/source). [Type of Medium], 
volume (issue), paging. Available: (either list the listserv address 
or fill this position with “personal e-mail”) Accessed on (or 
received on): 

sample: 

Smith, Joe. <jsmith@database.org> (January 1999). How to do 
an online search. Database. [Online], 17(2), 1-2. Available: 
personal e-mail. Received on: February 1, 1999. 

OR 

Smith, Joe. <jsmith@database.org> Here’s some search advice. 
[Online] Available: PACS-L@UHUPVM1.uh.edu Accessed on: 
February 1, 1999. 


Gopher 


Author. (publication date). Title. Source. [Type of Medium] 
volume (issue), paging. Available: Accessed on: 

sample: 

Smith, Joe. (January 1999). How to do an online search. Database. 
[Online] 17(2), 1-2. Available Gopher: meckler.dbs.org/Data- 
base/pubs/journals/vol17/Howsearch Accessed on: February 1, 
1999, 


Web Site 


Author. (publication date). Title. Source. [Type of Medium] 
volume (issue), paging. Available: Last update: Accessed on: 
sample: 

Smith, Joe. (January 1999). How to do an online search. Database 
{Online} 17(2), 1-2. 

Available Web Site: 
www/meckler.database.org/Database/pbs/journals/vol17/ 
002dbs.txt 

Last update: January 1999 Accessed on: February 1, 1999. 


Examiners are encouraged to speak to a PTO librarian or 
technical information specialist when they find that crucial ele- 
ments to the citation are lacking in their records. The information 
specialist will work with the examiner to verify dates, authors, and 
other elements as needed. 
Oct. 20, 1998 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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Partial Payment of Patent Fees Oct. 1-9, 1998 

Revisions of Patent Fees, Fiscal Year 99 

Revisions of Patent Fees, Fiscal Year 99, 
Corrections 

Reduced Patent Fee Schedule ... 

Effective October 1, 1998 

Notice of New Fee Codes for CPA.... 

Effective October 1, 1997 

Revisions of Patent Fees, Fiscal Year 97, 


Foreign Filing Amendments............... ‘ 
Inter Partes Reexamination Proceedings 
Interference Proceeding, Effective September 27, 1991 
Miscellaneous Changes in Patent Practice 
Effective September 23, 1996 
Miscellaneous Changes to Trademark Trial & 
Appeal Rules (proposed) 
Patent Application Containing Nucleotide Sequence 
And/or Amino Acid 
Patent Cooperation Treaty 
Patent Interference, Burden of Proof 
Permit Payment of Fees by Credit Card. 
Provisional Applications 
Reengineering Efforts 
Supplemental Examination Determining 
Applicability Of 35 USC 112, para. 6 
Treatment of Unlocatable Application and 
Patent Files 





Sanction, Iraqi 
Search Exchange Pilot 
Search Facilities in PTO: 

Public User Passes 

Regulations 

Violations 
Search Fees, PTO Automated ... 
Sequence Listings = 
IE Ee IN aircrews sccsesnscnesechosnennscsnccsens 46, 47 
Services, “At Cost” 
Sheet Size/Margin Requirements ........ 
“Show the Patentability” of a Claim 
Simplification of Certain Requirements.. 
Small Entity Status 
Special Box Numbers.. 
Se ee eee ener 
Status of Office of Public Records Service: 
Supplemental Amendments 


Technology Centers 
Terminal Disclaimers Required 
Trademarks: 
Address for Trademark Applications and 
Trademark Related Papers 
Changes in Format for Publishing Trademarks 
BE II acca cirssapcnssnsnssnaseisincencentbonigmeistecsnsegnevenen 281 
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Classification, International a 
Electronic Filing of Trademark Applications as 
Elimination of Requirement for Proof of Service in 


Consented Requests for Extensions of Time to File 


a Notice of Opposition ..................scsccssseseees 
Express Mail, Changes in procedures for filing by 
Federal Rules of Civil Procedure, 

Effect of December 1, 1993 Amendments on 

Trademark Trial and Appeal Board 

Inter Partes Proceedings ............ 

”Fee/No Fee” Indicators for Trademark 

Related Mail 
Inadvertently Issued Registration Numbers ikcaies 
Interlocutory Decisions by the Trademark Trial 

and Appeal Board.. . 
International Protection of Gove rmment 

Emblems and Seals..... 

Letters of Protest ca aii ialia abide 
NAFTA Implementation Act, Amendment of 

Trademark Act by 
Nonregistrability of Mislea ding Geographic 

Indications-Amendment of the Trademark 

Act by the North American Free Trade 

Agreement Implementation Act. 

Petitions to Commissioner 

Post Registration......... 

Printing of Use in Another Form Cc laims ........ 
Public Advisory Committee for Trademark 

Affairs 
Renewal of Trademark Reg 
Retention Schedule for Trademark Records 
Status Line, Trademark .... 
T-Search Printouts as Section 2(d) R 
Trademark Assistance Center 
Trademark Law Treaty Implementation 

Act Changes 
Trademark Mail 
Trademark Trial and Appeal Board, 

Change s to Rules.. 

Trademark Trial and Appeal Board, 

Confidentiality in Proceedings Before 
Trademark Trial and Appeai Board, 

Telephone Conferencing : 

Treatment of Correspondence Deposited as 


2ISUTaLIONS ..... 


ceferences 
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. 216-218 
238-239 


. 271 
241 


316 


7-269 


-31i 
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First Class Mail Pursuant to 37 CFR 1.8 and 
Returned by the U.S. Postal Service 

Treatment of Non-Conforming Revoke or 
invalidate Patents : 

Treatment of Unlocatable- Patent \ pplic ation and 
Patent Files 

Trilateral Offices 


nited States Postal Service Emergency in the State of 
California Terminated.. 

Jnited States Postal Service Non- ‘Delivery of Mail .. 
nlocatable Application and Patent Files.. 

Inpaid Fee Check . 

Inscheduled Closing 
POV Convention............ P 

Use of Facilities ee 

User Passes 

Utility Examination 


. 36, 38 


Guidelines 


Video Conference Center 
Voice Response System 
W 
Waiver of Certificate of Mailing Requirement under 
37 CFR 1.10 
Website 
Dissemination of PTO Information. 
Electronic Availability of the Offici: 
List of Patents 37 CFR 1.607(d) 
Publication of Current Patent Ruies 
Withdrawal of Abandonments 
Written Description 


ul Ga iZ¢ 


Requirements 


xX 





PATENT AND TRADEMARK OFFICE NOTICES 


Patent Cooperation Treaty (PCT) Information 


For information concerning PCT member countries, see the 
notice appearing in the Official Gazette at 1234 O.G. 28, on May 9, 
2000. 


Either the United States Patent and Trademark Office or the 
European Patent Office may act as the International Searching 
Authority for an international application filed with the United 
States Receiving Office or the International Bureau as Receiving 
Office where at least one of the applicants is either a national or 
resident of the United States of America. 

The European Patent Office may act as the International Prelimi- 
nary Examining Authority for an international application filed in 
the United States Receiving Office or the International Bureau as 
Receiving Office where at least one of the applicants is either a 
national or resident of the United States of America, provided that 
the European Patent Office acted as the International Searching 
Authority. 

The search fee of the European Patent Office was decreased, 
effective November 1, 2000, and was announced in the Official 
Gazette at 1239 O.G. 116, on October 17, 2000. 

International fees were changed, effective on November 15, 
2000, due to a change in the exchange rate of the U.S. dollar with 
regard to the Swiss franc, and were announced in the Official 
Gazette at 1239 O.G. 116, on October 17, 2000. A change in the 
maximum number of designation fees payable, with effect from 
January 1, 2000, was announced in the Official Gazette at 1229 
O0.G. 4, on December 7, 1999. A change in the reduction for 
electronic filing, with effect from January 1, 2000, was announced 
in the Official Gazette at 1229 O.G. 4, on December 7, 1999. 

Certain domestic PCT fees have been changed by Public Law 
106-113 of November 29, 1999, and were announced in the Official 
Gazette at 1229 O.G. 38, on December 14, 1999. The effective date 
of the fee change is December 29, 1999. 

The schedule of PCT fees (in U.S. dollars), as of November 15, 
2000, is as follows: 

International Application (PCT Chapter I) fees: 
Transmittal fee 
Search Fee 
U.S. Patent and Trademark Office 
(USPTO) as International Searching 
Authority (ISA) 
— No corresponding prior U.S. 
national application filed under 35 
U.S.C. 111(a) 
— Corresponding prior U.S. national 
application filed under 35 U.S.C. 
111(a) and filing fee under 37 CFR 
1.16(a) paid) $450.00 
— Supplemental search fee, per 
additional invention (payable only 
upon invitation) $210.00 
European Patent Office as ISA $846.00 
International fees 
Basic fee $382.00 
Basic supplemental fee (for each page 





$9.00 

Designation fee per country or region 

—- For the first 8 national or regional 

offices designated $82.00 

— For each designation in excess of No 

SR hk Sn Charge 
Precautionary designation fee and 
confirmation fee for each precautionary 
designation confirmed (PCT Rule 15.5) 

— Designation fee 

— Confirmation fee 


(A reduction of $117 in the international fees 
is available in certain cases where 
PCT-EASY software is used to prepare the 
request, provided that the necessary 
conditions are met. See 1217 OG 131 


(December 29, 1998)). 


International Application (PCT Chapter IT) 
fees associated with filing a Demand for 


Preliminary Examination: 





Handling fee 
Preliminary examination fee 


USPTO as International Preliminary 

Examining Authority (IPEA) 

— USPTO was ISA in PCT Chapter I... 
— Additional examination fee, per 
additional invention (payable only 


upon invitation) 





— USPTO was not ISA in PCT 


— Additional examination fee, per 
additional invention (payable only 


upon invitation) 





U.S. National Stage Fees 


Basic National fee 
USPTO was IPEA 


— All claims presented satisfied 
provisions of PCT Article 33(2) 


— All claims presented did not 


satisfy provisions of PCT 
Article 33(2) to (4) 


USPTO was ISA but not IPEA 
USPTO was neither ISA nor IPEA 
— Search report has not been 


prepared by the European 


Patent Office or the Japanese 


Patent Office 
— Search report has been 
prepared by the European 


Patent Office or the Japanese 


Patent Office 
Other National fees 


$430.00 


— For each independent claim in 


WUE Bs inccericcccssccscconseonenn 


iseesions $40.00 


— For each claim in excess of 20. $9.00 
— For each application containing 


a multiple dependent claim 


$135.00 


— Surcharge for filing oath or 
declaration after the time limit 
applicable under PCT Article 22 


or 39(1) 
— Processing fee for filing 


English translation after the time 
limit applicable under PCT Article 


22 or 391) 


Sept. 22, 2000 


$130.00 


Q. TODD DICKINSON 

Under Secretary of Commerce for 
Intellectual Property and 
Director of the United States 
Patent and Trademark Office 
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Notice of Maintenance Fees Payable 


Title 37 Code of Federal Regulations (CFR), Section 1.362(d) 
provides that maintenance fees may be paid without surcharge for 


the six-month period beginning 3, 7, and 11 years after the date of 


issue of patents based on applications filed on or after Dec. 12, 
1980. An additional six-month grace period is provided by 35 
U.S.C. 41(b) and 37 CFR 1.362(e) for payment of the maintenance 
fee with the surcharge set forth in 37 CFR 1.20(h), as amended 
effective Dec. 16, 1991. If the maintenance fee is not paid in the 
patent requiring such payment the patent will expire on the 4th, 8th, 
or 12th anniversary of the grant. 

Attention is drawn to the patents which were issued on 
February 10, 1998 for which maintenance fees due at 3 years and 
six months may now be paid. The patents have patent numbers 
within the following ranges: 


Utility Patents 5,715,533 through 5,717,989 
Reissue Patents based on the above identified patents. 


Attention is drawn to the patents which were issued on 
February 8, 1994 for which maintenance fees due at 7 years and six 
months may now be paid. The patents have patent numbers within 
the following ranges: 


Utility Patents 5,283,908 through 5,285,528 
Reissue Patents based on the above identified patents. 


Attention is drawn to the patents which were issued on 
February 6, 1990 for which maintenance fees due at 11 years and 
six months may now be paid. The patents have patent numbers 
within the following ranges: 


Utility Patents 4,897,885 through 4,899,394 
Reissue Patents based on the above identified patents. 


No maintenance fees are required for design or plant patents. 


Payments of maintenance fees in patents should be directed to 
“Commissioner of Patents and Trademarks, Box M. Fee, Washing- 
ton, D.C. 20231.” 

For patents based on applications filed on or after Dec. 12, 1980, 
but before Aug. 27, 1982, patent owners must establish small entity 
status according to 37 CFR 1.27 if they have not done so and if they 
wish to pay the small entity amount. 

The current amounts of the maintenance fees due at 3 years and 
six months, 7 years and six months, and 11 years and six months are 
set forth in 37 CFR 1.20(e)-(g), as amended Oct. 1, 2000, which are 
reproduced below: 


37 CFR § 1.20 Post-issuance fees 


(e) For maintaining an original or reissue patent, except a design or 
plant patent, based on an application filed on or after Dec. 12, 
1980, in force beyond 4 years; the fee is due by three years and 
six months after the original grant: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


$425.00 
$850.00 


f) For maintaining an original or reissue patent, except a design or 
plant patent, based on an application filed on or after Dec. 12. 
1980 in force beyond 8 years; the fee is due by seven years and 
six months after the original grant: 


By Bh UME IA CB BI noes cesses ccsscenvonsoreens $975.00 
By other than a small entity....................csscscseseeseeeeeeee $1950.00 


(g) For maintaining an original or reissue patent, except a design or 
plant patent, based on applications filed on or after Dec. 12, 
1980 in force beyond 12 years; the fee is due by eleven years 
and six months after the original grant: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


$1495.00 
$2990.00 
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The amount of the surcharge for paying the maintenance fee 
during the grace period or after expiration of the patent are set forth 
in 37 CFR 1.20(h), and (i) which are reproduced below: 


(h) Surcharge for paying a maintenance fee during the 6 month 
grace period following the expiration of three years and six 
months, seven years and six months, and eleven years and six 
months after the date of the original grant of a patent based on 
an application filed on or after Dec. 12, 1980: 


eG Rene EE $65.00 
By other than a small entity....................c.ccecccccorsecersecees $130.00 


Surcharge for accepting a maintenance fee after expiration of a 
patent for non-timely payment of a maintenance fee where the 
delay is shown to the satisfaction of the Commissioner to have 
been: 


(1) unavoidable 
(2) unintentional 





Notice of Expiration of Patents 
Due to Failure to Pay Maintenance Fee 


35 U.S.C. 41 and 37 CFR 1.362(g) provide that if the 
required maintenance fee and any applicable surcharge are not 
paid in a patent requiring such payment, the patent will expire 
at the end of the 4th, 8th, or 12th anniversary of the grant of the 
patent depending on the first maintenance fee which was not 
paid. 

According to the records of the Office, the patents listed 
below have expired due to failure to pay the required mainte- 
nance fee and any applicable surcharge. 


PATENTS WHICH EXPIRED ON December 20, 2000 

DUE TO FAILURE TO PAY MAINTENANCE FEES 
Patent Number Serial Number Issue Date 
4,791,684 
4,791,686 
4,791,688 
4,791,691 
4,791,693 
4,791,703 
4,791,715 
4,791,728 
4,791,731 
4,791,741 
4,791,746 
4,791,748 
4,791,750 
4,791,761 
4,791,777 
4,791,815 
4,791,824 
4,791,828 
4,791,829 
4,791,840 
4,791,851 
4,791,869 
4,791,923 
4,791,924 
4,791,925 
4,791,944 
4,791,947 
4,791,949 
4,791,953 
4,791,955 
4,791,962 
4,791,963 
4,791,970 
4,791,971 
4,791,975 


07/116,915 
06/855,170 
07/083.606 
06/855,936 
06/923,437 
07/071,546 
07/033,677 
07/039,410 
07/139,620 
07/092,867 
06/564,888 
07/072,895 
07/168,242 
06/430,006 
06/916,759 
07/033,761 
07/007,573 
07/165,i82 
07/112,009 
06/584,675 
07/139,132 
07/126,278 
06/941 574 
07/057 ,276 
07/108, 103 
07/065,415 
07/048,259 
07/088,661 
07/145,833 
06/864 ,665 
07/187,970 
06/897 523 
07/130,093 
07/048,625 
07/028,122 


12/20/88 
12/20/88 
12/20/88 
12/20/88 
12/20/88 
12/20/88 
12/20/88 
12/20/88 
12/20/88 
12/20/88 
12/20/88 
12/20/88 
12/20/88 
12/20/88 
12/20/88 
12/20/88 
12/20/88 
12/20/88 
12/20/88 
12/20/88 
12/20/88 
12/20/88 
12/20/88 
12/20/88 
12/20/88 
12/20/88 
12/20/88 
12/20/88 
12/20/88 
12/20/88 
12/20/88 
12/20/88 
12/20/88 
12/20/88 
12/20/88 





Fesruary 20, 2001 U.S. PATENT AND TRADEMARK OFFICE 1243 TMOG 1001 


Patent Number Serial Number Issue Date 4,792,319 07/071,011 12/20/88 

4,792,333 06/926,666 12/20/88 
4,791,976 07/048,278 12/20/88 4.792.339 07/005.444 12/20/88 
4,791,978 07/125,636 12/20/88 4,792,340 07/078,512 12/20/88 
4,791,980 07/033,779 12/20/88 4.792.342 07/096,994 12/20/88 
4,791,988 07/029,004 12/20/88 4,792,354 07/011,241 12/20/88 
4,791,989 07/150,123 12/20/88 4.792.358 07/034.963 12/20/88 
4,791,990 06/867,191 12/20/88 4,792,362 07/147,597 12/20/88 
4,792,002 07/100,289 12/20/88 4.792.373 06/746,232 12/20/88 
4,792,004 07/101,362 12/20/88 4,792,377 07/012,198 12/20/88 
4,792,007 07/088,908 12/20/88 4,792,379 06/825,684 12/20/88 
4,792,010 07/037,858 12/20/88 4.792.388 07/136.192 12/20/88 
4,792,020 07/133,467 12/20/88 4.792.389 07/045.909 12/20/88 
4,792,022 06/915,726 12/20/88 4,792,390 07/098,838 12/20/88 
4,792,035 06/286,698 12/20/88 4,792,398 07/084,029 12/20/88 
4,792,038 07/126,519 12/20/88 4,792,402 06/933,979 12/20/88 
4,792,042 07/124,984 12/20/88 4,792,405 07/047,397 12/20/88 
4,792,045 07/093,712 12/20/88 4,792,428 07/090,054 12/20/88 
4,792,046 07/100,403 12/20/88 4,792,433 06/903,839 12/20/88 
4,792,050 07/158,796 12/20/88 4,792,435 06/843,024 12/20/88 
4,792,053 06/441,112 12/20/88 4,792,437 06/904,084 12/20/88 
4,792,060 06/888,530 12/20/88 4,792,438 07/123,580 12/20/88 
4,792,061 06/877 ,526 12/20/88 4,792,445 07/047,511 12/20/88 
4,792,062 07/047,122 12/20/88 4,792,447 06/498,754 12/20/88 
4,792,066 07/069,63 1 12/20/88 4,792,450 06/875,824 12/20/88 
4,792,069 07/106,898 12/20/88 4,792,456 06/922,524 12/20/88 
4,792,070 07/085,184 12/20/88 4,792,458 07/069,260 12/20/88 
4,792,074 07/072,749 12/20/88 4,792,459 07/048,462 12/20/88 
4,792,076 07/061 ,866 12/20/88 4,792,463 06/903, 134 12/20/88 
4,792,085 07/001 ,797 12/20/88 4,792,464 07/056,378 12/20/88 
4,792,088 07/156,004 12/20/88 4,792,479 06/890,591 12/20/88 
4,792,091 07/164,139 12/20/88 4,792,490 07/035,795 12/20/88 
4,792,094 06/900,4 13 12/20/88 4,792,492 07/080,625 12/20/88 
4,792,095 07/038,998 12/20/88 4,792,496 07/083,264 12/20/88 
4,792,100 07/145,067 12/20/88 4,792,499 07/016,715 12/20/88 
4,792,102 07/134,880 12/20/88 4,792,508 07/069,544 12/20/88 
4,792,114 07/083,754 12/20/88 4,792,520 06/580,876 12/20/88 
4,792,115 07/168,690 12/20/88 4,792,521 06/766, 106 12/20/88 
4,792,116 07/154,107 12/20/88 4,792,532 06/946,951 12/20/88 
4,792,117 07/036,661 12/20/88 4,792,545 06/817,212 12/20/88 
4,792,123 07/033,752 12/20/88 4,792,549 06/946,031 12/20/88 
4,792,127 07/082,796 12/20/88 4,792,552 07/096,398 12/20/88 
4,792,131 07/108,817 12/20/88 4,792,571 06/815,491 12/20/88 
4,792,142 07/120,111 12/20/88 4,792,578 06/919,352 12/20/88 
4,792,160 07/129,288 12/20/88 4,792,579 07/157,617 12/20/88 
4,792,164 07/018,288 12/20/88 4,792,581 06/947 ,330 12/20/88 
4,792,165 07/097 ,764 12/20/88 4,792,583 07/067,194 12/20/88 
4,792,168 07/043,253 12/20/88 4,792,597 07/138,062 12/20/88 
4,792,183 07/114,041 12/20/88 4,792,599 07/162,337 12/20/88 
4,792,188 06/776,829 12/20/88 4,792,603 06/914,515 12/20/88 
4,792,189 07/152,108 12/20/88 4,792,608 07/090,262 12/20/88 
4,792,198 07/064,318 12/20/88 4,792,623 06/424,347 12/20/88 
4,792,206 07/057, 189 12/20/88 4,792,640 07/025,416 12/20/88 
4,792,217 07/05 1,624 12/20/88 4,792,641 07/029,899 12/20/88 
4,792,218 07/139,451 12/20/88 4,792,643 07/062,655 12/20/88 
4,792,227 07/021,286 12/20/88 4,792,647 07/182,250 12/20/88 
4,792,229 07/068,188 12/20/88 4,792,649 07/124,502 12/20/88 
4,792,234 06/8 16,421 12/20/88 4,792,651 07/123,707 12/20/88 
4,792,235 07/099,264 12/20/88 4,792,662 07/029,967 12/20/88 
4,792,265 07/004,809 12/20/88 4,792,664 06/946,263 12/20/88 
4,792,270 06/879,527 12/20/88 4,792,674 07/080, 133 12/20/88 
4,792,271 06/907,.028 12/20/88 4,792,685 07/043,946 12/20/88 
4,792,280 07/043,057 12/20/88 4,792,696 07/058.914 12/20/88 
4,792,285 06/437,112 12/20/88 4,792,697 07/095,473 12/20/88 
4,792,293 07/098.947 12/20/88 4,792,704 07/045,348 12/20/88 
4,792,294 06/850,801 12/20/88 4,792,708 07/124,005 12/20/88 
4,792,295 07/022,239 12/20/88 4,792,709 07/027,297 12/20/88 
4,792,301 07/092,241 12/20/88 4,792,715 07/121,645 12/20/88 
4,792,302 07/116,186 12/20/88 4,792,717 06/487,033 12/20/88 
4,792,303 07/101,840 12/20/88 4,792,722 07/014,512 12/20/88 
4,792,304 06/900,619 12/20/88 4,792,723 07/042,610 12/20/88 
4,792,311 06/942,505 12/20/88 4,792,728 06/743,190 12/20/88 
4,792,312 07/091 ,540 12/20/88 4,792,736 07/052,882 12/20/88 
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Patent Number Serial Number Issue Date 5 07/802,349 12/15/92 
07/615,420 12/15/92 

4,792,738 06/912,520 12/20/88 5, q 07/651,724 12/15/92 
4,792,751 06/8 12,744 12/20/88 5.170, 07/689.816 12/15/92 
4,792,754 06/942,372 12/20/88 5.170, 07/660,523 12/15/92 
4,792,759 07/078,895 12/20/88 « q 07/665.568 12/15/92 
4,792,764 06/921,890 12/20/88. 5) 07/560.105 12/15/92 
pin io aia na 5, 07/654,765 12/15/92 
vg — “ ° or 2) 9 
4,792,776 07/100,693 12/20/88 ~’ pons a ne 
4,792,784 06/944,665 12/20/88 ~° : 07/680.763 12/15/92 
4,792,786 07/166,735 12/20/88 -~’.-’ Hines patents 
4,792,787 07/010,675 12/20/88 3-170, 07/163,808 12/15/92 
4,792,790 06/908,901 12/20/88 5-170,63 07/690,266 12/15/92 
4,792,791 07/067,983 12/20/88 5+170,64: 07/790,060 12/15/92 
4,792,796 07/013,025 12/20/88 07/785,867 12/15/92 
4.792.798 07/033,214 12/20/88 5,170,657 07/817,946 12/15/92 
4,792,801 06/908.240 12/20/88 >: 170,665 07/561,020 12/15/92 
4,792,803 07/059,769 12/20/88 5-170,669 07/675,955 12/15/92 
4,792,804 07/044.476 12/20/88 5.170.670 07/683,014 12/15/92 
4.792.805 07/043,406 12/20/88 5,170,674 07/822,037 12/15/92 
4,792,824 06/920,535 12/20/88 5.170.679 07/721,952 12/15/92 
4,792,839 07/136,449 12/20/88 5-170,687 07/8 16,830 12/15/92 
4.792.843 07/106.890 12/20/88 5,170,693 07/692,328 12/15/92 
4,792,844 07/075,218 12/20/88 5-170,703 07/828, 126 12/15/92 
4,792,845 07/017,314 12/20/88 5-170,707 07/757,552 12/15/92 
4.792.851 07/099.091 12/20/88 5,170,713 07/594,795 12/15/92 
4,792,857 07/161,162 12/20/88 5.170,715 07/763,523 12/15/92 
4,792,858 07/058.807 12/20/88 5,170,720 07/534,465 12/15/92 
4.792.868 06/906,745 12/20/88 5,170,723 07/747,455 12/15/92 
4,792,879 07/089,042 12/20/88 5-170,724 07/796,412 12/15/92 
4,792,892 07/048,481 12/20/88 5+170,729 07/711,992 12/15/92 
4,792,893 06/782,534 12/20/88 5.170,731 07/779,469 12/15/92 
4.792.904 07/140,875 12/20/88 5,170,737 07/826,246 12/15/92 
4.792.911 06/82 1,369 12/20/88 5,170,738 07/637,285 12/15/92 
4.792.913 06/926,642 12/20/88 5,170,740 07/859,107 12/15/92 
4,792,916 06/878,860 12/20/88 5,170,743 07/635,123 12/15/92 
4,792,918 07/147,653 12/20/88 5,170,745 07/834,356 12/15/92 
4,792,928 07/018,467 12/20/88 5-170,746 07/779,325 12/15/92 
4,792,936 07/077,741 12/20/88 5+170,747 07/865,566 12/15/92 
4.792.937 07/099,312 12/20/88 5,170,750 07/736,779 12/15/92 
4,792,939 07/006, 171 12/20/88 5-170,753 07/773,613 12/15/92 
4,792,940 06/941.868 12/20/88 5,170,755 07/846,938 12/15/92 
4,792.94] 06/705.465 12/20/88 5,170,757 07/812,999 12/15/92 
4.792.942 07/000,668 12/20/88 5,170,761 07/764,717 12/15/92 
4,792,949 07/030,754 12/20/88 5.170,765 07/843,602 12/15/92 
4.792.951 06/906.057 12/20/88 5.170.770 07/664,159 12/15/92 
4,792,954 06/925,433 12/20/88 5,170,773 07/789,654 12/15/92 
4,792,957 06/944,044 12/20/88 5,170,774 07/670,849 12/15/92 
4.792.964 07/148,984 12/20/88 5,170,778 07/746,806 12/15/92 
4,792,979 07/082,334 12/20/88 5-170,784 07/618,696 12/15/92 
4,792,998 07/048,778 12/20/88 peta pec - a 
5,170,806 07/611,914 12/15/92 
PATENTS WHICH EXPIRED ON December 15, 2000 5,170,808 07/229,818 12/15/92 
DUE TO FAILURE TO PAY MAINTENANCE FEES 5,170,810 07/891,192 12/15/92 
5,170,813 07/790,413 12/15/92 

Patent Number Serial Number Issue Date 5,170,824 07/878,939 12/15/92 
5,170,827 07/449, 888 12/15/92 

5,170,509 07/817,344 12/15/92 5,170,835 07/652,665 12/15/92 
5,170,510 07/755,716 12/15/92 5,170,836 07/824,162 12/15/92 
5,170,523 07/790,419 12/15/92 5,170,838 07/674,705 12/15/92 
5,170,525 07/708,506 12/15/92 5,170,839 07/683,780 12/15/92 
5,170,529 07/714,812 12/15/92 5,170,844 07/757,615 12/15/92 
5,170,535 07/830,927 12/15/92 5,170,853 07/699,760 12/15/92 
5,170,536 07/755,507 12/15/92 5,170,854 07/718,567 12/15/92 
5,170,548 07/750,649 12/15/92 5,170,863 07/729,765 12/15/92 
5,170,552 07/702,280 12/15/92 5,170,872 07/774,498 12/15/92 
5,170,562 07/821,434 12/15/92 5,170,881 07/478,134 12/15/92 
5,170,567 07/223,241 12/15/92 5,170,882 07/601,761 12/15/92 
5,170,569 07/801 ,424 12/15/92 5,170,886 07/790,629 12/15/92 
5,170,578 07/873,979 12/15/92 5,170,887 07/744,419 12/15/92 
5,170,581 07/701 ,522 12/15/92 5,170,888 07/729,440 12/15/92 
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Patent Number Serial Number Issue Date 5,171,223 07/648,573 12/15/92 

5,171,224 07/695,535 12/15/92 
5,170,891 07/763,303 12/15/92 5,171,225 07/647,974 12/15/92 
5,170,897 07/859,878 12/15/92 5,171,243 07/781,536 12/15/92 
5,170,898 07/759,787 12/15/92 5,171,250 07/515,641 12/15/92 
5,170,902 07/643,640 12/15/92 5,171,252 07/650,869 12/15/92 
5,170,905 07/731,547 12/15/92 5,171,258 07/780,014 12/15/92 
5,170,907 07/791,246 12/15/92 5,171,261 07/508,618 12/15/92 
5,170,911 07/659,024 12/15/92 5,171,263 07/626,546 12/15/92 
5,170,923 07/771,180 12/15/92 5,171,270 07/502,437 12/15/92 
5,170,941 07/869,882 12/15/92 5,171,282 07/637,626 12/15/92 
5,170,947 07/695,515 12/15/92 5,171,288 07/673,367 12/15/92 
5,170,952 07/725,389 12/15/92 5,171,290 07/754,472 12/15/92 
5,170,954 07/764,356 12/15/92 5,171,292 07/769,722 12/15/92 
5,170,957 07/753,819 12/15/92 5,171,296 07/739,919 12/15/92 
5,170,958 07/411,698 12/15/92 5,171,297 07/871,722 12/15/92 
5,170,960 07/714,707 12/15/92 5,171,301 07/776,580 12/15/92 
5,170,964 07/768,573 12/15/92 5,171,315 07/716,234 12/15/92 
5,170,966 07/866,574 12/15/92 5,171,317 07/873,109 12/15/92 
5,170,969 07/276,834 12/15/92 5,171,318 07/825,425 12/15/92 
5,170,970 07/586,444 12/15/92 5,171,319 07/832,970 12/15/92 
5,170,975 07/710,975 12/15/92 5,171,321 07/848,060 12/15/92 
5,170,977 07/699,636 12/15/92 5,171,322 07/794,224 12/15/92 
5,170,978 07/818,335 12/15/92 5,171,328 07/770,865 12/15/92 
5,170,979 07/843,149 12/15/92 5,171,338 07/726,453 12/15/92 
5,170,991 07/769,056 12/15/92 5,171,345 07/748,856 12/15/92 
5,170,997 07/884,893 12/15/92 5,171,355 07/754,883 12/15/92 
5,171,002 07/817,284 12/15/92 5,171,371 07/553,900 12/15/92 
5,171,011 07/769,939 12/15/92 5,171,372 07/694,921 12/15/92 
5,171,014 07/706,175 12/15/92 5,171,381 07/662,721 12/15/92 
5,171,018 07/821,199 12/15/92 5,171,385 07/326,591 12/15/92 
5,171,028 07/818,395 12/15/92 5,171,399 07/567,512 12/15/92 
5,171,055 07/715,538 12/15/92 5,171,411 07/703,663 12/15/92 
5,171,059 07/791,081 12/15/92 5,171,413 07/760,445 12/15/92 
5,171,060 07/713,860 12/15/92 5,171,422 07/640,462 12/15/92 
5,171,069 07/513,137 12/15/92 5,171,424 07/601,834 12/15/92 
5,171,075 07/852,909 12/15/92 5,171,427 07/800,186 12/15/92 
5,171,078 07/875,975 12/15/92 5,171,428 07/799,325 12/15/92 
5,171,087 07/864,311 12/15/92 5,171,433 07/633,868 12/15/92 
5,171,093 07/595,149 12/15/92 5,171,434 07/735,868 12/15/92 
5,171,095 07/671,522 12/15/92 5,171,437 07/769,176 12/15/92 
5,171,097 07/885,814 12/15/92 5,171,439 07/726,478 12/15/92 
5,171,100 07/626,273 12/15/92 5,171,448 07/619,887 12/15/92 
5,171,103 07/768,633 12/15/92 5,171,449 07/817,220 12/15/92 
5,171,104 07/696,366 12/15/92 5,171,454 07/746,830 12/15/92 
5,171,110 07/627,313 12/15/92 5,171,459 07/850,468 12/15/92 
5,171,119 07/723,896 12/15/92 5,171,460 07/706,685 12/15/92 
5,171,120 07/568,534 12/15/92 5,171,461 07/379,309 12/15/92 
5,171,124 07/787,116 12/15/92 5,171,462 07/812,309 12/15/92 
5,171,125 07/720,887 12/15/92 5,171,465 07/841,284 12/15/92 
5,171,129 07/638,073 12/15/92 5,171,482 07/572,538 12/15/92 
5,171,130 07/731,324 12/15/92 5,171,485 07/770,905 12/15/92 
5,171,135 07/735,434 12/15/92 5,171,486 07/806,005 12/15/92 
5,171,136 07/647,744 12/15/92 5,171,488 07/746,986 12/15/92 
5,171,150 07/840,923 12/15/92 5,171,491 07/652,756 12/15/92 
5,171,152 07/833,168 12/15/92 5,171,508 07/622,480 12/15/92 
5,171,153 07/781,409 12/15/92 5,171,509 07/656,008 12/15/92 
5,171,154 07/788,703 12/15/92 5,171,512 07/666,064 12/15/92 
5,171,163 07/809,358 12/15/92 5,171,517 07/754,099 12/15/92 
5,171,168 07/775,518 12/15/92 5,171,522 07/783,804 12/15/92 
5,171,172 07/698,377 12/15/92 5,171,537 07/695,955 12/15/92 
5,171,179 07/322,745 12/15/92 5,171,548 07/533,877 12/15/92 
5,171,181 07/831,904 12/15/92 5,171,550 07/835,032 12/15/92 
5,171,190 07/875,679 12/15/92 5,171,551 07/583,487 12/15/92 
5,171,193 07/659,292 12/15/92 5,171,552 07/552,382 12/15/92 
5,171,200 07/666,219 12/15/92 5,171,555 07/645,448 12/15/92 
5,171,201 07/400,799 12/15/92 5,171,570 07/623,545 12/15/92 
5,171,202 07/821,820 12/15/92 5,171,577 07/474,399 12/15/92 
5,171,205 07/668,004 12/15/92 5,171,595 07/083,914 12/15/92 
5,171,209 07/831,043 12/15/92 5,171,596 07/607,880 12/15/92 
5,171,211 07/710,687 12/15/92 5,171,604 07/68 1,024 12/15/92 
5,171,213 07/744,875 12/15/92 5,171,614 07/450,863 12/15/92 
5,171,219 07/534,874 12/15/92 5,171,616 07/486,236 12/15/92 
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Patent Number Serial Number Issue Date 5,172,023 07/771,766 12/15/92 

5,172,037 07/691,748 12/15/92 
5,171,623 07/634,458 12/15/92 5,172,048 07/629,407 12/15/92 
5,171,633 07/687,881 12/15/92 5,172,055 07/778,356 12/15/92 
5,171,639 07/657,749 12/15/92 5,172,059 07/433,638 12/15/92 
5,171,648 07/744,530 12/15/92 5,172,063 07/704,522 12/15/92 
5,171,649 07/652,707 12/15/92 5,172,074 07/704,264 12/15/92 
5,171,652 07/672,014 12/15/92 5,172,080 07/722,336 12/15/92 
5.171.661 07/560. 157 12/15/92 5+172,083 07/882,598 12/15/92 
pipinizy f 5 5,172,089 07/715,473 : 12/15/92 
5,171,676 07/785,993 12/15/92 27114 , alo 
$ 171.679 07/461.215 12/15/92 5»172,091 07/678,428 12/15/92 
5,171,687 07/580,032 12/15/92 rel po pe sh 1a ve 
5,171,691 07/488,155 12/is/9g 27172.112 ~er 12592 


5,172,123 06/696,236 12/15/92 
py tonne ae LUISI92  §.172,126 07/477,868 12/15/92 
551,707 pach cayn tS $592,502 07/664, 132 12/15/92 


5,171,708 07/736,546 12/15/92 5 172.146 07/739,169 12/15/92 
5,171,711 07/774,986 12/15/92 5,172,147 07/671,193 12/15/92 
5,171,722 07/774,017 12/15/92 5,172,164 07/622,676 12/15/92 
ee aes rte 5,172,180 07/741,628 12/15/92 
171, 2 5,172,183 07/670,584 12/15/92 
5,171,727 07/749,810 12/15/92 5,172,185 07/634,150 12/15/92 
5,171,732 07/863,390 12/15/92 5 172,186 07/722,109 12/15/92 
5,171,760 07/632,368 12/15/92 5,172,201 07/583,983 12/15/92 
5,171,763 07/804,377 12/15/92 5,172,215 07/664,788 12/15/92 
5,171,764 07/656,828 12/15/92 5 172,216 07/570,250 12/15/92 
5,171,770 07/561,991 1215/92 5,172,217 07/487,417 12/15/92 
5,171,771 07/619,557 12/15/92 5,172,228 07/794,516 12/15/92 
5,171,776 07/717,765 12/15/92 5.172.230 07/634,636 12/15/92 
5,171,783 07/667,708 12/15/92 5.172.245 07/483,986 12/15/92 
5,171,785 O1TI2,154 12/15/92 5,172,250 07/486,314 12/15/92 
5,171,788 07/595, 183 12/15/92 5 172,251 07/509,062 12/15/92 
5,171,797 07/801,746 12/15/92 5"172'253 07/790.806 12/15/92 
5,171,800 07/538,083 12/15/92 5.172,265 07/854,787 12/15/92 
5,171,821 07/359,637 1292 5,172,277 07/674,829 12/15/92 
5,171,829 07/642,255 12/15/92 5_172,279 07/846,619 12/15/92 
5,171,830 07/746,674 12/15/92 5 172.287 07/780,569 12/15/92 
5,171,835 07/647,786 12/15/92 5,172,293 07/639,528 12/15/92 
5,171,838 07/526,921 12/15/92 5 172.295 07/645,467 12/15/92 
5,171,850 07/239,084 12/15/92 5 172.297 07/704,507 12/15/92 
5,171,856 07/781,240 12/15/92 5,172,303 07/617,323 12/15/92 
5,171,858 07/687,143 12/15/92 5,172,306 07/678,102 12/15/92 
5,171,859 07/687,144 12/15/92 5,172,325 07/561,882 12/15/92 
5,171,865 07/664,686 12/15/92 5 172,326 07/495,716 12/15/92 
5,171,867 O7/727,624 121SI92 5,172,327 07/415,305 12/15/92 
5,171,870 07/688,751 12/15/92 5 172,333 07/662,249 12/15/92 
5,171,874 07/396,87 1 12/15/92 5 172.334 07/671.325 12/15/92 
5,171,878 07/649,895 12/15/92 5172340 07/714319 12/15/92 
5,171,880 07/669,719 12/15/92 5,172,342 07/598,147 12/15/92 
5,171,883 O1/596,651 12/15/92 5,172,346 07/736,945 12/15/92 
5,171,890 06/782,574 12/15/92 5,172,347 07/474,106 12/15/92 
5,171,891 07/091 ,625 12/15/92 5,172,350 07/640.955 12/15/92 
5,171,893 07/801,,344 12/15/92 5 172,358 07/487,425 12/15/92 
5,171,896 07/846,099 12/15/92 5,172,364 07/558,584 12/15/92 
5,171,903 07/699 ,495 12/15/92 5,172,372 07/710,776 12/15/92 
5,171,905 07/736,242 12/15/92 5,172,374 07/549,371 12/15/92 
5,171,918 07/705,960 12/15/92 5 172.376 07/706.989 12/15/92 
5,171,920 07/682,290 12/15/92 5'172378 07/520.644 12/15/92 
5,171,926 07/65 1,358 12/15/92 5,172,382 07/651,008 12/15/92 
5,171,927 071664,549 12/15/92 5,172,388 07/734,499 12/15/92 
5,171,928 07/615,976 12/15/92 5_172,389 07/473,524 12/15/92 
5,171,931 07/822,882 12/15/92 5 172,392 07/721,382 12/15/92 
5,171,953 07/762,469 12/15/92 5 172.399 07/755,774 12/15/92 


5,171,973 07/822,324 12/15/92 5 172.401 07/692,849 12/15/92 
5,171,977 07/523,109 12/15/92 


5,171,981 07/551,834 12/15/92 

5,171,982 07/738,578 12/15/92 PATENTS WHICH EXPIRED ON December 17, 2000 
5,171,989 07/826,924 12/15/92 DUE TO FAILURE TO PAY MAINTENANCE FEES 
5,171,995 07/764,619 12/15/92 

5,171,996 07/738,529 12/15/92 Patent Number Serial Number Issue Date 
5,172,003 07/796,977 12/15/92 

5,172,010 07/712,270 12/15/92 5,584,078 08/340,547 12/17/96 
5,172,021 07/725,566 12/15/92 5,584,079 08/509,545 12/17/96 
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Patent Number Serial Number Issue Date 5,584,398 08/570,349 12/17/96 

5,584,400 08/349,044 12/17/96 
5,584,082 08/241,723 12/17/96 5,584, 08/490,664 12/17/96 
5,584,084 08/338,68 1 12/17/96 5,584, 08/407, 120 12/17/96 
5,584,085 08/320,731 12/17/96 5,584, 08/641,421 12/17/96 
5,584,088 08/521,947 12/17/96 ’ 08/489,290 12/17/96 
5,584,089 08/594,178 12/17/96 5,584, 08/320,730 12/17/96 
5,584,091 08/401,735 12/17/96 5,584, 08/412.548 12/17/96 
5,584,110 08/389,237 12/17/96 5,584, 08/246,735 12/17/96 
5,584,111 08/446,279 12/17/96 5,584, 08/579,286 12/17/96 
5,584,115 08/249,995 12/17/96 5, 08/473,115 12/17/96 
5,584,116 08/303,960 12/17/96 5,584, 08/506,381 12/17/96 
5,584,123 08/550,644 12/17/96 5,584, 08/616,820 12/17/96 
5,584,125 08/470,545 12/17/96 5,584, 08/541,940 12/17/96 
5,584,127 08/401 ,214 12/17/96 , 08/434,594 12/17/96 
5,584,134 08/509,697 12/17/96 5, 08/625,280 12/17/96 
5,584,135 08/452,316 12/17/96 08/404,275 12/17/96 
5,584,136 08/373,973 12/17/96 5,584,453 08/343,233 12/17/96 
5,584,137 08/303,860 12/17/96 5,584,455 08/362,561 12/17/96 
5,584,138 08/524,765 12/17/96 5,584,457 08/318,290 12/17/96 
5,584,139 08/568,191 12/17/96 5,584,481 08/673,740 12/17/96 
5,584,140 08/589,098 12/17/96 5,584,484 08/523,827 12/17/96 
5,584,141 07/741,633 12/17/96 5,584,487 08/655,88 1 12/17/96 
5,584,156 08/159,513 12/17/96 5,584,491 08/438,757 12/17/96 
5,584,157 08/587,986 12/17/96 5,584,495 08/456,478 12/17/96 
5,584,159 08/377,830 12/17/96 5,584,514 08/264,987 12/17/96 
5,584,165 08/532,696 12/17/96 5,584,521 08/343,181 12/17/96 
5,584,168 08/353,511 12/17/96 5,584,524 08/347,830 12/17/96 
5,584,180 08/344,488 12/17/96 5,584,529 08/498 ,644 12/17/96 
5,584,181 08/581,720 12/17/96 5,584,531 08/608,621 12/17/96 
5,584,190 08/533,616 12/17/96 5,584,536 08/611,237 12/17/96 
5,584,193 08/233,264 12/17/96 5,584,537 08/439,500 12/17/96 
5,584,195 08/199,495 12/17/96 5,584,544 08/330,713 12/17/96 
5,584,203 08/515,680 12/17/96 5,584,549 08/429,104 12/17/96 
5,584,208 08/414,943 12/17/96 5,584,550 08/371,132 12/17/96 
5,584,210 08/502,853 12/17/96 5,584,551 08/410,859 12/17/96 
5,584,211 08/348,804 12/17/96 5,584,554 08/272,832 12/17/96 
5,584,215 08/402,043 12/17/96 5,584,561 08/355,991 12/17/96 
5,584,219 08/256,774 12/17/96 5,584,565 08/578,243 12/17/96 
5,584,220 08/462,041 12/17/96 5,584,566 08/503,335 12/17/96 
5,584,224 08/541,091 12/17/96 5,584,570 08/403,810 12/17/96 
5,584,245 08/522,000 12/17/96 5,584,575 08/384,315 12/17/96 
5,584,253 08/488,481 12/17/96 5,584,577 08/036,968 12/17/96 
5,584,255 08/473,271 12/17/96 5,584,588 08/426,063 12/17/96 
5,584,258 08/370,780 12/17/96 5,584,597 08/403,652 12/17/96 
5,584,269 08/587,689 12/17/96 5,584,599 08/359,154 12/17/96 
5,584,295 08/523,043 12/17/96 5,584,602 08/480,683 12/17/96 
5,584,302 08/413,860 12/17/96 5,584,610 08/172,498 12/17/96 
5,584,305 08/366,299 12/17/96 5,584,611 08/344,902 12/17/96 
5,584,309 08/558,250 12/17/96 5,584,612 08/333,610 12/17/96 
5,584,314 08/500,150 12/17/96 5,584,613 08/621,072 12/17/96 
5,584,317 08/570,798 12/17/96 5,584,614 08/608 460 12/17/96 
5,584,321 08/232,148 12/17/96 5,584,622 08/402,338 12/17/96 
5,584,322 08/553,653 12/17/96 5,584,634 08/104,577 12/17/96 
5,584,323 08/483,575 12/17/96 5,584,643 08/411,772 12/17/96 
5,584,326 08/347,153 12/17/96 5,584,647 08/006, 162 12/17/96 
5,584,329 08/384,662 12/17/96 5,584,650 08/411,637 12/17/96 
5,584,331 08/564,431 12/17/96 5,584,657 08/570,536 12/17/96 
5,584,345 08/338,419 12/17/96 5,584,659 08/520,681 12/17/96 
5,584,348 08/421,748 12/17/96 5,584,661 08/498,807 12/17/96 
5,584,349 08/404,911 12/17/96 5,584,665 08/304,930 12/17/96 
5,584,351 08/212,170 12/17/96 5,584,672 08/627,932 12/17/96 
5,584,352 08/361 ,394 12/17/96 5,584,679 08/636,354 12/17/96 
5,584,358 08/480,394 12/17/96 5,584,680 08/282,527 12/17/96 
5,584,362 08/419,430 12/17/96 5,584,684 08/415,210 12/17/96 
5,584,365 08/307,225 12/17/96 5,584,688 08/274,241 12/17/96 
5,584,369 08/425,467 12/17/96 5,584,690 08/541,274 12/17/96 
5,584,372 08/277,664 12/17/96 5,584,697 08/27 1,004 12/17/96 
5,584,390 08/503,232 12/17/96 5,584,700 08/358,394 12/17/96 
5,584,391 08/499,792 12/17/96 5,584,707 08/218,549 12/17/96 
5,584,393 08/292,183 12/17/96 5,584,708 08/355,388 12/17/96 
5,584,396 08/443,251 12/17/96 5,584,717 08/342,204 12/17/96 
5,584,397 08/539,549 12/17/96 5,584,726 08/441,601 12/17/96 
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Patent Number Serial Number Issue Date 5,585,393 08/552,332 12/17/96 

5,585,394 08/282,547 12/17/96 
5,584,732 08/582,530 12/17/96 5,585,406 08/074,318 12/17/96 
5,584,737 08/283,563 12/17/96 5,585,412 07/786,631 12/17/96 
5,584,741 08/445,504 12/17/96 5,585,418 08/490,670 12/17/96 
5,584,742 08/572,129 12/17/96 5,585,426 08/320,892 12/17/96 
5,584,743 08/556,651 12/17/96 5,585,436 08/352,750 12/17/96 
5,584,757 08/675,622 12/17/96 5,585,437 08/445,856 12/17/96 
5,584,769 08/434,385 12/17/96 5,585,439 08/623,968 12/17/96 
5,584,772 08/357,712 12/17/96 5,585,442 08/430,472 12/17/96 
5,584,780 08/629,150 12/17/96 5,585,444 08/462,010 12/17/96 
5,584,781 08/638,736 12/17/96 5,585,447 08/514,717 12/17/96 
5,584,782 08/498,953 12/17/96 5,585,456 08/524,669 12/17/96 
5,584,784 08/443,734 12/17/96 5,585,471 08/339,526 12/17/96 
5,584,785 08/66 1,232 12/17/96 5,585,474 08/555,860 12/17/96 
5,584,795 08/244,814 12/17/96 5,585,477 08/092,110 12/17/96 
5,584,797 08/274,739 12/17/96 5,585,478 08/292,945 12/17/96 
5,584,802 08/532,841 12/17/96 5,585,489 08/434,682 12/17/96 
5,584,812 08/358,237 12/17/96 5,585,497 08/442,105 12/17/96 
5,584,818 08/533,332 12/17/96 5,585,498 08/223,602 12/17/96 
5,584,819 08/403,213 12/17/96 5,585,511 08/578,490 12/17/96 
5,584,820 08/519,459 12/17/96 5,585,514 08/464,223 12/17/96 
5,584,831 08/089,788 12/17/96 5,585,521 08/532,909 12/17/96 
5,584,834 08/502,809 12/17/96 5,585,524 08/494,186 12/17/96 
5,584,835 08/303,016 12/17/96 5,585,525 08/357,849 12/17/96 
5,584,848 08/362,222 12/17/96 5,585,534 08/200,193 12/17/96 
5,584,849 08/374,375 12/17/96 5,585,539 08/412,365 12/17/96 
5,584,852 08/422,095 12/17/96 5,585,540 08/437,828 12/17/96 
5,584,876 08/235,071 12/17/96 5,585,550 08/431,449 12/17/96 
5,584,880 08/234,039 12/17/96 5,585,562 08/640,399 12/17/96 
5,584,882 08/486,582 12/17/96 5,585,572 08/364,834 12/17/96 
5,584,884 08/508,223 12/17/96 5,585,601 08/539,795 12/17/96 
5,584,898 08/185,926 12/17/96 5,585,604 08/157,082 12/17/96 
5,584,901 08/297,534 12/17/96 5,585,614 08/410,385 12/17/96 
5,584,928 08/45 1,739 12/17/96 5,585,658 08/485,708 12/17/96 
5,584,930 08/487 ,507 12/17/96 5,585,680 08/441,720 12/17/96 
5,584,935 08/43 1,960 12/17/96 5,585,682 08/149,878 12/17/96 
5,584,969 08/282,269 12/17/96 5,585,700 08/387,261 12/17/96 
5,584,975 08/491,192 12/17/96 5,585,708 08/384,628 12/17/96 
5,584,977 08/265,786 12/17/96 5,585,714 07/859,697 12/17/96 
5,584,993 08/305,653 12/17/96 5,585,725 08/421,567 12/17/96 
5,585,008 08/593,512 12/17/96 5,585,729 08/061 ,713 12/17/96 
5,585,010 08/491,727 12/17/96 5,585,733 08/480,362 12/17/96 
5,585,022 08/552,738 12/17/96 5,585,766 08/330, 167 12/17/96 
5,585,035 08/103,271 12/17/96 5,585,767 08/430,898 12/17/96 
5,585,054 08/400,669 12/17/96 5,585,771 08/363,234 12/17/96 
5,585,059 08/141,109 12/17/96 5,585,776 08/149,445 12/17/96 
5,585,067 08/417,680 12/17/96 5,585,778 08/277,896 12/17/96 
5,585,090 08/199,867 12/17/96 5,585,779 08/503,439 12/17/96 
5,585,107 08/441,020 12/17/96 5,585,799 08/487,770 12/17/96 
5,585,122 08/363,699 12/17/96 5,585,822 08/517,587 12/17/96 
5,585,123 08/420,226 12/17/96 5,585,849 08/346,366 12/17/96 
5,585,124 08/365,895 12/17/96 5,585,855 08/264,674 12/17/96 
5,585,131 08/212,076 12/17/96 5,585,868 08/43 1,947 12/17/96 
5,585,143 08/277,510 12/17/96 5,585,869 08/454,194 12/17/96 
5,585,151 08/512,172 12/17/96 5,585,873 07/775,194 12/17/96 
5,585,169 08/375,735 12/17/96 5,585,877 08/525,020 12/17/96 
5,585,170 08/485,950 12/17/96 5,585,888 08/500,460 12/17/96 
5,585,196 08/208,600 12/17/96 5,585,897 08/409,727 12/17/96 
5,585,205 08/234,392 12/17/96 5,585,929 08/124,269 12/17/96 
5,585,209 08/360,077 12/17/96 5,585,955 08/330,834 12/17/96 
5,585,243 08/120,837 12/17/96 5,585,958 08/313,318 12/17/96 
5,585,259 08/165,304 12/17/96 5,585,980 08/257,753 12/17/96 
5,585,268 08/128,269 12/17/96 5,586,003 08/485,196 12/17/96 
5,585,289 08/552,869 12/17/96 5,586,004 08/464,739 12/17/96 
5,585,327 08/236,300 12/17/96 5,586,039 08/395,023 12/17/96 
5,585,359 08/315,171 12/17/96 5,586,045 08/557,281 12/17/96 
5,585,364 08/467 ,903 12/17/96 5,586,057 08/3 17,342 12/17/96 
5,585,365 08/273,095 12/17/96 5,586,064 08/333,737 12/17/96 
5,585,376 08/522,363 12/17/96 5,586,085 08/185,718 12/17/96 
5,585,378 08/467 ,695 12/17/96 5,586,087 08/547,102 12/17/96 
5,585,383 08/434,082 12/17/96 5,586,100 07/955,618 12/17/96 
5,585,390 08/437,399 12/17/96 5,586,104 08/364,447 12/17/96 
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Patent Number Serial Number Issue Date 
$5,586,121 
5,586,129 
5,586,137 
5,586,161 
5,586,162 
5,586,168 
5,586,178 
5,586,184 
5,586,194 
5,586,195 


08/426,920 
08/348,880 
08/582,457 
08/292,560 
08/263,652 
08/318,127 
08/315,047 
08/341,405 
08/220,356 
08/256,532 


12/17/96 
12/17/96 
12/17/96 
12/17/96 
12/17/96 
12/17/96 
12/17/96 
12/17/96 
12/17/96 
12/17/96 
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5,586,217 
5,586,221 
5,586,223 
5,586,253 
5,586,256 
5,586,258 
5,586,301 
5,586,315 
5.586.320 
5,586,324 
5,586,326 


08/346,650 
08/270,143 
08/389,550 
08/356,561 
07/553,546 
08/258,759 
08/336,450 
08/5 13,696 
08/337,238 
08/163,246 
08/179,047 


12/17/96 
12/17/96 
12/17/96 
12/17/96 
12/17/96 
12/17/96 
12/17/96 
12/17/96 
12/17/96 
12/17/96 
12/17/96 





Patents Reinstated Due to the Acceptance of a 
Late Maintenance Fee From 01/05/01 


Patent Number Serial Number 
4,625,344 
4,765,362 
4,803,744 
5,074,617 
5,110,323 
5,125,414 
5,143,087 
5,165,501 
5,300,893 
5,363,073 
5,391,424 
5,494,151 
$,540,721 
5,552,776 
5,571,844 
5,575,287 
5,579,786 


06/756,287 
07/03 1,945 
07/052,676 
07/189,523 
07/697 ,702 
07/569,088 
07/660,678 
07/735,927 
07/85 1,334 
07/963,191 
07/830,014 
08/285,227 
08/339,914 
08/265,517 
08/354,741 
08/008 ,667 
08/387 ,486 


Filing Date 


07/18/85 
03/27/87 
05/19/87 
05/03/88 
05/09/91 
08/17/90 
02/25/91 
07/25/91 
03/16/92 
10/19/92 
02/03/92 
08/03/94 
11/15/94 
06/24/94 
12/08/94 
01/25/93 
02/13/95 


Issue Date Granted Date 
12/02/86 
08/23/88 
02/14/89 
12/24/91 
05/05/92 
06/30192 
09/01/92 
11/24/92 
04/05/94 
11/08/94 
02/21/95 
02/27/96 
07/30/96 
09/03/96 
11/05/96 
11/19/96 
12/03/96 


01/05/01 
01/05/01 
01/09/01 
01/05/01 
O1V/11/01 
01/05/01 
01/11/01 
01/08/01 
01/10/01 
01/05/01 
01/08/01 
OV/11/01 
01/05/01 
01/10/01 
01/08/01 
01/05/01 
01/05/01 





Reissue Applications Filed 


Notice under 37 CFR 1.11(b). The reissue applications listed 
below are open to inspection by the general public in the indicated 
Examining Groups and copies may be obtained by paying the fee 
therefor (37 CFR 1.12(b)). 


5,081,687, Re. S.N. 09/741,713, Dec. 18, 2000, Cl. 382/008, 
METHOD AND APPARATUS FOR TESTING LCD PANEL 
ARRAY PRIOR TO SHORTING BAR REMOVAL , Robert E. 
Briggs, et. al.. Owner of Record: Biotechnology Research and 
Development Corp., Peoria, IL, Attorney or Agent: Roger T. 
Barrett, Ex. Gp.: 2621 


5,819,002, Re. S.N. 09/679,896, Nov. 13, 2000, Cl. 386/083, 
METHOD FOR AUTOMATIC SETTING OF A TIMER RESER- 
VATION MODE AND AN ASSOCIATED CLOCK IN A.V.C.R. , 
Soon Sun Shim, Owner of Record: Pioneer Electronic Corp., 
Tokyo, Japan, Attorney or Agent: Michael D. Stein, Ex. Gp.: 2712 


$,852,651, Re. S.N. 09/747,273, Dec. 22, 2000, Cl. 379/056, 
CELLULAR COMMUNICATIONS SYSTEM WITH SECTOR- 
IZATION, Larry G. Fischer, et. al., Owner of Record: /nventor, 
Attorney or Agent: David N. Fogg, Ex. Gp.: 2744 


5,856,092, Re. S.N. 09/748,082, Dec. 21, 2000, Cl. 435/006, 
DETECTION OF A NUCLEIC ACID SEQUENCE OR A 
CHANGE THEREIN, James Langham Dale, et. al., Owner of 
Record: Affymetrix, Inc., Santa Clara, CA, Attorney or Agent: 
Rosemarie L. Celli, Ex. Gp.: 1634 


5,937,450, Re. S.N. 09/707,157, Nov. 06, 2000, Cl. 004/252, 
METHOD AND DEVICE FOR ATTACHING FITTINGS TO 
RECEPTACLE, Butch Jones, Owner of Record: Jones-Stephens 
Corp., Moody, AL, Attorney or Agent: Harold J. Fassnacht, Ex. Gp.: 
3751 


Requests for Reexamination Filed 


Notice under 37 CFR 1.11(c). The requests for reexamination listed below 
are open to inspection by the general public in the indicated Examining 
Groups. Copies of the requests and related papers may be obtained by paying 
the fee therefor established in the Rules (37 CFR 1.19(a)). 

In the event correspondence to the patent owner is not received, this notice 
will be considered to be constructive notice to the patent owner and 
reexamination will proceed (37 CFR 1.248(a)(5) and 1.525(b)). 


4,849,267, Reexam. S.N. 90/005,913, Jan. 22, 2001, Cl. 428/041, 
FOAM BACKED CARPET WITH ADHESIVE RELEASE SUR- 
FACE AND METHOD OF INSTALLING SAME, Robert C.Ward, 
et. al., Owner of Record: Collins and Aikman Floorcoverings, Inc., 
Dalton, GA, Attorney or Agent: J. Michael Martinez de Andino, 
Hunton and Williams, Richmond, VA, Ex. Gp.: 1772, Requester: 
Barry I. Hollander, Hollander Law Firm, Fairfax, VA 


5,564,743, Reexam. S.N. 90/005,912, Jan. 19, 2001, Cl. 280/741, 
MULTIPLE STAGE AIR BAG INFLATOR SYSTEM, Brent R. 
Marchant, Owner of Record: Autoliv ASP. Inc., Ogden, UT , 
Attorney or Agent: Sally Brown, Autoliv ASP, Inc., Ogden, UT, Ex. 
Gp.: 3611, Requester: Michael J. Nickerson, Penfield, NY 





Service by Publication 
Notice of Complaint 


A complaint against Alan Graham Greenberg, initiating a disci- 
plinary proceeding under 37 C.F.R. § 10.34 has been lodged with an 
Administrative Law Judge. 


The complaint has been twice mailed in accordance with 37 
C.FR. § 10.135(a)(2)(i) and (b) by first-class mail to Mr. Greenberg 
at the address for which separate notice was last received by the 
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Director of Enrollment and Discipline. The United States Postal 
Service has been unable to deliver the complaint. Mr. Greenberg is 
hereby notified that he may obtain a copy of the complaint upon 
written request addressed to the Director of Enrollment and 
Discipline, OED, P.O. Box 16116, Arlington, VA 22215. Mr. 
Greenberg is further notified that unless such request is made and an 
answer is filed on or before March 23, 2001 it will be presumed that 
he does not desire to answer the complaint, and a decision by 
default may be entered against him. 





Service by Publication 


Notice of Complaint 


A complaint against Iman A. Abdallah, formerly of Abdallah & 
Muckelroy, initiating a disciplinary proceeding under 37 C.F.R. § 
10.134 has been lodged with an Administrative Law Judge. 


The complaint has been twice mailed in accordance with 37 
C.FR. § 10.135(a)(2)(i) and (b) by first-class mail to Mr. Abdallah 
at the address for which separate notice was last received by the 
Director of Enrollment and Discipline. The United States Postal 
Service has been unable to deliver the complaint. Mr. Abdallah is 
hereby notified that he may obtain a copy of the complaint upon 
written request addressed to the Director of Enrollment and 
Discipline, OED, P.O. Box 16116, Arlington, VA 22215. This notice 
will be published in the Official Gazette for four successive weeks 
in accordance with the provisions of 37 C.F.R. § 10.135(b). Mr. 
Abdallah is further notified that unless he requests a copy of the 
complaint and files an answer on or before April 5, 2001 it will be 
presumed that he does not desire to answer the complaint, and a 
decision by default may be entered against. 





Service by Publication 


A petition to cancel the registration identified below having been 
filed, and the notice of such proceeding sent to registrant at the last 
known address having been returned by the Postal Service as 
undeliverable, notice is hereby given that unless the registrant listed 
herein, its assigns or legal representatives, shall enter an appearance 
within thirty days of this publication, the cancellation will proceed 
as in the case of default. 


Rapier USA Inc., Pompano Beach, FL, Reg. No. 2,235,222 for the 
mark “Tiger Juice”, Cancellation No. 31,347. 


SHIRLEY HASSAN 

Paralegal, 

Trademark Trial and Appeal Board, for 
ROBERT M. ANDERSON 


Deputy Commissioner for Trademark Operations 





Registration to Practice 


The following list contains the names of those persons applying 
for registration to practice before the United States Patent and 
Trademark Office who have been given provisional recognition 
pursuant to 37 CFR §10.9(a) to prepare and prosecute patent 
applications before the Office until their registration certificates are 
mailed to them. Final approvals for registration is subject to 
establishing to the satisfaction of the Director of the Office of 
Enrollment and Discipline that the person seeking registration is of 
good moral character and repute. 37 CFR 10.7(a). Accordingly, any 
information tending to affect the eligibility of any of the following 
persons on moral, ethical, of other grounds should be furnished to 
the Director of Enrollment and Discipline on or before April 13, 
2001. 


Cho, David J., 106 Shepherdson Lane, N.E., Vienna, VA 22180 
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Kinashi, Sadao, Armstrong, Westerman, Hattori, McLeland & 
Naughton, LLP., Suite 1000, 1725 K St., N.W., Washington, DC 
20006 


Roy, Matthew M., 17 rue de la Sabliere, Hull, Que., J8Z 3L7, 
Canada 


Shen, Jianzhong, 4 Casselberry Dr., Audubon, PA 19403 


Solis, Jose M., 3701 Connecticut Ave., #212, Washington, DC 
20008 

January 19, 2001 HARRY I. MOATZ 
Director, Office of Enrollment and Discipline 





USPTO OFFERS INTERIM PROCEDURES FOR 
SUBMISSIONS ON COMPACT DISC 


BACKGROUND 


In the recently promulgated regulations, Changes to Implement the 
Patent Business Goals; Final Rule, 65 FR 54604, September 8, 
2000, changes were made to 37 CFR § 1.52 in new paragraph (e). 
These changes permit the submission of nucleotide and/or amino 
acid sequence listings and certain tables on compact discs (CDs) 
and requiring certain computer program listings to be submitted on 
CDs. The compact disc technology offers great advantages to the 
Office and to our applicants for the convenient handling of large 
documents. The media has been generally well received by the 
applicant community. 


In spite of the significant advantages of the compact disc technol- 
ogy, some applicants are reluctant to use this new medium for 
submission because of a concern about the ability to read characters 
on the submitted discs using USPTO equipment when they were 
written using the applicants’ computers. In view of the high 
importance of the readability of the submissions associated with 
patent applications (see 37 CFR § 1.52 (e) (7)), the Office has noted 
a reluctance of the public to forgo the conventional paper medium 
in favor of CDs. These interim procedures are designed to encour- 
age the use of the compact discs by promptly testing the submitted 
CDs. 


INTERIM PROCEDURE 


The USPTO is implementing the following optional interim proce- 
dure to encourage the use of compact disc (CD) submissions in 
accordance with 37 CFR §§ 1.52(e), 1.96, 1.821 et seq. This interim 
procedure will provide a quick test and acknowledgement only as to 
whether a portion of the files included on the compact discs contain 
readable characters, 37 CFR § 1.52(e)(7). 


1. Applicants wishing to avail themselves of this procedure may 
call the Office of Initial Patent Examination (attn: Tom Koontz or 
Manny Macalalad) at (703) 308-0910 to make an appointment 
for the filing and testing of their compact disc submission of the 
relevant part of a U.S. patent application. 


2. In addition to all normally submitted documents, applicants 
must submit a Compact Disc Transmittal Letter. The Compact 
Disc Transmittal Letter must include the relevant information set 
forth in 37 CFR § 1.5, and further include a list specifically 
identifying all of the files included on the accompanying CDs. 
The files must be identified by name, size in bytes, and date as 
indicated on the CD file directory. Each set of CDs requires its 
own Compact Disc Transmittal Letter. The Compact Disc Trans- 
mittal Letter must also include the name and telephone number 
of the applicant or attorney/agent to be contacted concerning the 
submission, and a facsimile transmission telephone number to be 
used to transmit an acknowledgement of receipt as indicated 
below. 
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3. Applicants will arrange for their submission to be hand carried 
to the Office of Initial Patent Examination, Crystal Plaza 2, Room 
7D25, 2011 South Clark Place, Arlington, Virginia, at the 
appointed time. 


4. The USPTO will test the submitted CDs for the purpose of 
readability of the characters (37 CFR § 1.52 (e) (7)) within 3 
working days, and send an acknowledgement back to the 
applicants by facsimile transmission to the facsimile transmis- 
sion telephone number indicated on the Compact Disc Transmit- 
tal Letter. 


5. The test will comprise: 1) a virus scan of the CD—COPY 1 
(see 37 CFR § 1.52 (e) (4)); 2) displaying and printing the 
directory of that CD; 3) opening each file on that CD with a text 
viewer and quickly viewing a portion of the file to determine that 
the characters are generally readable (i.e. is rendered as ASCII 
characters). 


6. If a certain file is not readable on one copy of a CD, the 
USPTO will test the other copies of that CD (see 37 CFR § 1.52 
(e)) to determine if the Office has received a readable copy of the 
file. If it has, the file will be indicated as being present and 
readable. In later processing, applicants will be advised to submit 
replacement copies that are fully complete and readable. 


7. On the conclusion of the test, and within 3 working days, an 
Acknowledgement of Receipt (copy below) will be forwarded to 
applicants by facsimile transmission, including: 


* A printout of the directory screen as read by the USPTO 
computer. 


* A copy of the CD Transmittal Letter on which is indicated: 


ACKNOWLEDGEMENT OF RECEIPT OF FILES ON COMPACT DISC 
The files indicated on the attached transmittal document were received by 
the USPTO, opened on a USPTO computer and were readable pursuant to 
37 CFR § 1.52 (e). 

(name of tester) (date) 


* Files that were not readable will be so indicated on the 
Compact Disc Transmittal Letter faxed to the applicant. 


* The directory screen printout, the Compact Disc Transmittal 
Letter, and the Acknowledgement of Receipt will be placed 
in the application file. 


8. Applicants are cautioned that this is not a full test for 
compliance with all requirements for receipt of a patent applica- 
tion. This is strictly a quick test to determine only whether the 
files included on the compact discs contain readable characters, 
37 CFR § 1.52(e)(7). 


Should it prove that some or all of the files submitted on compact 
disc are unreadable, the application will be treated as being filed 
with Omitted Items, and the procedures itemized in MPEP 
601.01(d) will be applied, as modified for the electronic nature of 
the medium. 


These procedures are effective on the publication of this notice, and 
will remain in effect until superceded by revised or finalized 
procedures. Compact discs are a relatively new medium for 
document submission, and the Office will be monitoring the 
submissions under these procedures to understand the complexities 
and difficulties of their use. Appropriate revisions of these proce- 
dures will be made in due course. 


A future notice will address procedures that will be followed for 
international applications submitted with sequence listing parts on 
compact discs under the Patent Cooperation Treaty to the United 
States Receiving Office. 


Questions on this notice may be addressed to Jay Lucas, Sr. Legal 
Advisor, Office of PCT/ Patent Legal Administration, USPTO at 
Jay.Lucas@USPTO.gov or (703)—308-6868. Questions on indi- 
vidual applications submitted for CD Testing, or inquiries to make 
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an appointment for Readability Acknowledgement, should be 
addressed to Tom Koontz, Director, or Manny Macalalad, Office of 
Initial Patent Examination, (703) 308-0910. 

January 30, 2001 THOMAS L. KOONTZ 


Director, Office of Initial Patent Examination 





Errata 


“All reference to Patent No. 6,177,664 to Lorin R. Cole, et al of 
Ohio, for PATTERNED MICROWAVE SUSCEPTOR appearing in 
the Official Gazette of January 23, 2001 should be deleted since no 
patent was granted.” 


“All reference to Patent No. 6,179,725 to Shaun R. Doolen of 
Colorado, for GOLF CLUB HAVING ANGULAR GROOVES 
appearing in the Official Gazette of January 30, 2001 should be 
deleted since no patent was granted.” 


“All reference to Patent No. 6,179,917 to Hoi Cheng Steve Sun, 
et al of Plainsboro, NJ for ELECTROSTATIC CHUCKS AND A 
PARTICLE DEPOSITION APPARATUS THEREFOR appearing 
in the Official Gazette of January 30, 2001 should be deleted since 
no patent was granted.” 


“All reference to Patent No. 6,179,960 to Dean Van Phan, et al of 
Ohio, for PAPERMAKING APPARATUS AND PROCESS FOR 
REMOVING WATER FROM A CELLULOSIC WEB appearing in 
the Official Gazette of January 30, 2001 should be deleted since no 
patent was granted.” 


“All reference to Patent No. 6,181,536 to David William Abra- 
ham, et a] of Ossining, NY for LIMITING MAGNETORESIS- 
TIVE, ELECTRICAL INTERACTION TO A PREFERRED POR- 
TION OF A MAGNETIC REGION IN MAGNETIC DEVICES 
appearing in the Official Gazette of January 30, 2001 should be 
deleted since no patent was granted.” 


“All reference to Patent No. 6,185,183 to Jasvantrai C. Shah, et 
al of Richardson, TX for METHOD OF COORDINATING THE 
RESPECTIVE OPERATIONS OF DIFFERENT RESTORATION 
PROCESSES appearing in the Official Gazette of February 06, 
2001 should be deleted since no patent was granted.” 


“All reference to Patent No. 6,185,997 to Tatsuya Oka, et a] of 
Japan, for THERMOSTAT MALFUNCTION DETECTING SYS- 
TEM FOR ENGINE COOLING SYSTEM appearing in the Official 
Gazette of February 13, 2001 should be deleted since no patent was 
granted.” 


“All reference to Patent No. 6,186,007 to Richard J. O'brien, et 
a] of Prior, OR for MEASUREMENT OF FLUID PRESSURE 
WITHIN A TUBE appearing in the Official Gazette of February 13, 
2001 shoud be deleted since no patent was granted.” 


“All reference to Patent No. 6,186,976 to Geoffrey S. Martin, et 
al of Mississauga, CAX for MULTIPLE LUMEN CATHETER 
appearing in the Official Gazette of February 13, 2001 should be 
deleted since no patent was granted.” 


“All reference to Patent No. 6,187,075 to Darryl! Dean Amick of 
Albany, OR for METHOD FOR MANUFACTURING TUNG- 
STEN-BASED MATERIALS AND ARTICLES BY MECHANI- 
CAL ALLOYING appearing in the Official Gazette of February 13, 
2001 should be deleted since no patent was granted.” 


“All reference to Patent No. 6,187,228 to Tokuhiko Handa, et al 
of Japan, for ORGANIC POSITIVE TEMPERATURE COEFFI- 
CIENT THERMISTOR appearing in the Official Gazette of Feb- 
ruary 13, 2001 should be deleted since no patent was granted.” 


“All reference to Patent No. 6,187,433 to Jinichiro Kato, et al of 
Japan, for POLYESTER FIBER AND FABRICS MADE BY 
USING THE SAME appearing in the Official Gazette of February 
13, 2001 should be deleted since no patent was granted.” 
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“All reference to Patent No. 6,187,554 to Adam Heller, et al of 6,007,678 6,022,266 6,033,353 6,044,620 
Austin, TX for SUBCUTANEOUS GLUCOSE ELECTRODE 6,008,071 6,022,355 6,033,387 6,044,711 
appearing in the Official Gazette of February 13, 2001 should be 6,008,878 6,022,452 6,033,514 6,045,448 
deleted since no patent was granted.” 6,008,993 6,022,498 6,033,540 6,045,769 


; ’ 6,009,188 6,022,638 6,035,376 6,046,259 
“All reference to Patent No. 6,187,867 to Masaki Otani of Japan, 6,011,095 6,022,647 6,035,394 6,048,223 


for IMAGE FORMING APPARATUS AND METHOD CAPABLE : vo ; . 

OF PROPERLY PERFORMING STAPLE AND PUNCH OPERA- @-011's55 OD. 7-BEE O.00S.000 Oe 

TIONS appearing in the Official Gazette of February 13, 2001 —',,,’ parent eet pis, 
6,011,925 6,023,443 6,036,199 6,048,471 


should be deleted since no patent was granted.” 6.011.948 6.023.599 6.036.286 6.049.064 
“All reference to Patent No. 6,188,864 to James Van Orchard, et 9,913,128 6,023,700 6,036,955 6,049,195 

al of Holley, NY for CLEANING WEB ADVANCEMENT AND 6,013,458 6,023,710 6,036,968 6,049,295 
DRIVE CONTROL MECHANISM appearing in the Official Ga- 6,013,573 6,023,778 6,037,022 6,050,171 
zette of February 13, 2001 should be deleted since no patent was 6,013,783 6,024,374 6,037,148 6,051,808 
granted.” 6,013,914 6,024,937 6,037,176 6,051,907 
6,014,334 6,025,198 6,038,023 6,052,441 
6,014,346 6,025,438 6,038,433 6,052,583 
6,014,569 6,025,534 6,038,746 6,052,645 
Certificates of Correction 6,014,576 6,026,040 6,038,779 6,053,297 

for February 20, 2001 6,014,613 6,026,268 6,039,009 6,053,367 

6,014,653 6,026,394 6,039,094 6,053,509 

RE. 36,060 5,816,150 5,918,939 5,967,855 6,015,090 6,026,857 6,039,554 6,054,535 
RE. 36,177 5,833,762 5,925,409 5,968,144 6,015,203 6,027,234 6,039,798 6,054,873 
RE. 36,328 5,837,457 5,927,703 5,971,112 6,015,919 6,027,269 6,040,354 6,055,185 
RE. 36,627 5,844,294 5,929,201 5,973,161 6,016,455 6,027,504 6,040,702 6,055,443 
5,348,689 5,852,052 5,933,283 5,976,195 6,017,604 6,027,532 6,041,484 6,055,813 
5,353,008 5,855,169 5,933,800 5,981,245 6,017,676 6,027,788 6,041,588 6,055,868 
5,475,694 5,859,723 5,936,850 5,982,989 6,018,004 6,027,976 6,041,788 6,057,044 
5,493,266 5,866,799 5,938,560 5,983,572 6,018,192 6,028,064 6,042,197 6,057,206 
5,532,127 5,870,924 5,943,655 5,986,570 6,018,886 6,028,224 6,042,577 6,057,262 
5,578,619 5,871,291 5,945,770 5,986,670 6,019,746 6,028,604 6,042,615 6,057,663 
5,618,931 5,877,031 5,947,122 5,988,927 6,019,769 6,028,605 6,042,655 6,057,896 
5,620,971 5,879,367 5,949,588 5,992,582 6,019,777 6,028,676 6,042,826 6,059,495 
5,643,756 5,880,278 5,950,814 5,992,681 6,019,827 6,028,678 6,043,196 6,059,744 
5,652,504 5,882,797 5,951,572 5,992,931 6,020,155 6,028,718 6,043,315 6,060,779 
5,655,708 5,885,254 5,951,599 5,992,971 6,020,212 6,030,161 6,043,462 6,060,898 
5,679,728 5,902,943 5,962,731 5,995,159 6,020,282 6,030,837 6,043,477 6,061,509 





5,715,441 5,904,706 5,963,331 5,999,266 6,020,340 6,030,935 6,043,532 6,065,404 
5,718,099 5,907,443 5,963,804 6,000,823 6,020,758 6,031,252 6,043,764 6,075,177 
5,723,752 5,911,449 5,963,835 6,001,635 6,020,976 6,031,304 6,044,005 6,090,365 
5,752,492 5,913,999 5,965,164 6,001,981 6,021,248 6,031,459 6,044,118 6,092,243 
5,790,017 5,917,712 5,965,315 6,002,345 6,021,279 6,031,548 6,044,156 6,111,075 
5,811,447 5,918,864 5,965,566 6,005,675 6,021,526 6,032,026 6,044,329 6,114,668 
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SPECIAL BOXES FOR PATENT MAIL 


Special box designations should be used to allow forwarding of particular types of mail to the appropriate areas as quickly as possible. 
Such mail is forwarded to the appropriate area without being opened. Only the specified type of document should be placed in an 
envelope addressed to one of these special boxes. If any documents other than the specified type identified for each special box are 
addressed to that box, they will be significantly delayed in reaching the appropriate area for which they are intended. 

Some correspondence may only be submitted via the Office’s electronic filing system (EFS). For example, the following publication 
requests must be submitted via EFS: 

a request for publication of an application as amended during examination (37 CFR 1.215(c)); 

a request for redacted publication (37 CFR 1.217(b)); 

a request for voluntary publication of an application filed before November 29, 2000 (37 CFR 1.221(a)); or 

a request for republication of an application that has already been published (37 CFR 1.221(a)). 

Instructions on how to file such a publication request via EFS are located on the Office’s Electronic Business Center on the Office’s 
Internet Web site http://www.uspto.gov <http://www.uspto.gov>) under the Electronic Business Center section. 


Please address mail as follows: 


Box Designations 


Box REISSUE 
Box 12 
Box 313(b) 


Box AF 

Box Comments 
Patents 

Box CPA 

Box DAC 


Box DD 
Box Design 


Box Expedited 
Design 


Box Issue Fee 


Box Missing Parts 

Box MPEP 

Box Non-Fee 
Amendment 

Box PATENT 
APPLICATION 

Box Patent Ext. 

Box PGPUB 

Box PGPUB - ABD 


Box PGPUB 
DRAWINGS 

Box PCT 

Box Provisional 
Patent Application 

Box RCE 

Box Reconstruction 

Box Reexam 

Box Sequence 

Box SN 


a 
Commissioner for Patents 
Washington, D.C. 20231 


Explanation 


All new and continuing Reissue application filings. 

Contributions to the Examiner Education Program. 

Petitions under 37 CFR 1.313(c) to withdraw a patent application from issue after payment of 
the issue fee and any papers associated with the petition, including papers necessary for a 
continuing application or a request for continued examination (RCE). 

Expedited procedure for processing amendments and other responses after final rejection. 
Public comments regarding patent related regulations and procedures. 


Requests for Continued Prosecution Applications (CPA’s) under 37 CFR 1.53(d). 

Petitions decided by the Office of Petitions including petitions to revive and petitions to accept 
late ae of issue fees or maintenance fees. 

Disclosure Documents or materials related to the Disclosure Document Program. 

The filing of all design patent applications which do not request expedited examination under 
37 CFR 1.155. 

Only to be used for the initial filing of design applications accompanied by a request for 
expedited examination under 37 CFR 1.155. (Design applicants seeking expedited examination 
may alternatively file a design application and corresponding request under 37 CFR 1.155 by 
hand-delivering the application papers and request directly to the Design Group Director’s 
office.) 

All communications following the receipt of a PTOL-85, “Notice of Allowance and Issue Fee 
Due,” and prior to the issuance of a patent should be addressed to Box Issue Fee, unless 
advised to the contrary. Assignments are the exception. Assignments should be submitted in a 
separate envelope and not be sent to Box Issue Fee. 

Response to the Notice to File Missing Parts of Application and associated papers and fees. 
Submissions concerning the Manual of Patent gy | Procedures. 

Non-fee amendments to patent applications. (Use Box AF for responses after final rejection.) 


New patent applications and associated papers and fees. 


Applications for patent term extension and any communications relating thereto. 
Correspondence rs —— of patent applications not otherwise provided. 
Petitions under 37 CFR 1.138 to expressly abandon an application to avoid publication of the 
application. 

‘awings to be included in a patent application publication (replacement drawings for 
drawings included with a patent application on —- 
Mail related to applications filed under the Patent Cooperation Treaty. 
The filing of all provisional patent applications and any communications relating thereto. 


Requests for continued examination under 37 CFR 1.114. 

Correspondence pertaining to the reconstruction of lost patent files. 

Requests for Reexamination for original aes papers only. 

Submission of diskette for biotechnical application. 

For fee and petitions under 37 CFR 1.182 to obtain date received and/or serial number for 
patent applications prior to the Office’s standard notification (return post card or the official 
“Filing Receipt,” “Notice to File Missing Parts,” or “Notice of Incomplete Application”). 


SPECIAL BOXES FOR TRADEMARK MAIL 


Special box designations should be used to allow forwarding of particular types of trademark mail to the appropriate areas as quickly 
as possible. In addition to these box designations, filers are encouraged to indicate whether the contents of the envelope contain a fee. 
Envelopes containing a fee should be marked “FEE;” envelopes not containing a fee should be marked “NO FEE.” Box designations and 
“FEE/NO FEE” indicators should appear on the envelope as well as on the cover sheet or first page of any document. 


Please address mail as follows: 


Box en en 
FEE (or NO FEE) 
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Box Designations 


Box NEW APP FEE 

Box ITU FEE 

Box TTAB FEE 

Box TTAB NO FEE 

Box STATUS NO 
FEE 

Box POST REG FEE 

Box RESPONSES 
NO FEE 
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Commissioner for Trademarks 
2900 Crystal Drive 
Arlington, Virginia 22202-3513 


Explanation 


New trademark applications and fees 

Statements of Use (SOUs) and extension requests. 
Oppositions, cancellation petitions, and ex parte appeals 
Interferences, motions, and extension requests 

Written status inquiries. 


Affidavits, renewals, corrections and amendments. 
Responses to Examining Attorneys’ Office actions and Post Registration actions. 


SPECIAL BOXES APPLICABLE TO BOTH PATENT AND TRADEMARK MAIL 


The following special box designations are applicable to both patent and trademark related mail, and the recommendations for “Special 
Boxes for Patent Mail” (above) should be followed for the types of mail listed below. 


Please address mail as follows: 


Box Designations 


Box 3 
Box 


Box 
Box 


Box 

Box 

Box 

Box 

Box 

Box 

Box 

Box 

Box 

Box Assignment 
Box EEO 

Box Interference 


Box M Fee 
Box OED 


Box - 
Director - U.S. Patent and Trademark Office 
Washington, D.C. 20231 


Explanation 


Mail for the Office of Personnel from NFC : 

Mail for the Deputy Assistant Secretary of Commerce and Deputy Commissioner of Patents 
and Trademarks; Office of Legislative and International Affairs 

Mail for the Office of Procurement. 

All papers tor the Office of the Solicitor except communications relating to pending litigation 
and disciplinary proceedings; papers relating to pending litigation in court cases shall be 
mailed only to Office of the Solicitor, PO. Box 15667, Arlington, Virginia 22215 and papers 
relating to pending disciplinary proceedings before the Administrative Law Judge or the 
Commissioner shall be mailed only to the Office of the Solicitor, P.O. Box 16116, Arlington, 
Virginia 22215. 

Coupon orders for U.S. patent and trademark copies. 

Orders for certified copies of PTO documents. 

Electronic Ordering Service (EOS). 

Mail for the Empioyee and Labor Relations Division. 

Mail directed to the APS Contracts Office. 

Yeposit Account Replenishment Checks. 

Invoices directed to the Office of Finance. 

Mail for the Office of Independent Inventor Programs. 

Vacancy Announcement Applications. _ 

All assignment documents e those filed with new applications. 

Mail for the Office of Civil Rights ; 

Communications relating to interferences and applications and patents involved in 
interference : 

Correspondence regarding patent maintenance fees and related matter. 

Maii for the Office of Enrollment and Discipline. 
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Fesruary 20, 2001 


Reference Collections of U.S. Patents and Trademarks 
Available for Public Use in Patent and Trademark Depository Libraries 


The following libraries, designated as Patent and Trademark 
Depository Libraries (PTDLs), receive patent and trademark 
information for the U.S. Patent and Trademark Office. Many 
PTDLs have on file patents issued since 1790, trademarks pub- 
lished since 1872, and select collections of foreign patents. All 
PTDLs receive both the patent and trademark sections of the 
Official Gazette of the U.S. Patent and Trademark Office and 
numerical sets of patents in a variety of formats. Patent and 
trademark search systems in the Cassis CD-ROM series are 
available at all PTDLs to increase access to that information. It is 
through the CD-ROM systems and other depository materials that 
preliminary patent and trademark searches may be conducted 
through the numerically arranged collections. 


Each PTDL offers reference publications which outline and 
provide access to the patent and trademark classification systems, 
as sell as other documents and publications which supplement the 
basic search tools. PTDLs provide technical staff assistance in 
using all materials. 


All information is available for use by the public free of charge. 
However, there may be charges associated with the use of on-line 
systems, photocopying and related services. 


Since there are variations in the scope of patent and trademark 
collections among the PTDLs, and their hours of service to the 
public vary, anyone contemplating use of these collections at a 
particular library is urged to contact that library in advance about 
its collections, services, and hours in order to avert possible 
inconvenience. 


Partnership PTDLs provide enhanced and expanded services for 
which fees are charged. They offer on-line patent text and image 
searching, on-line trademark searching, and videoconferencing for 
examiner interviews and workshops. They accept disclosure docu- 
ments on site, order file wrappers, assignment documents and 
certified copies for their customers, and host a variety of seminars 
aimed at specific audiences, including practitioners, paralegals, 
and independent inventors. Currently, partnerships are located at 
the Great Lakes Patent and Trademark Center (GLPTC) at the 
Detroit Public Library in Detroit, Michigan and the Sunnyvale 
Center for Innovation, Invention and Ideas (SCI°) at the Sunnyvale 
Public Library in Sunnyvale, California and at the South Central 
Intellectual Property Partnership at Rice (SCIPPR) at the Fondren 
Library of Rice University in Houston, Texas. 


State 
Alabama 


Alaska 
Arizona 
Arkansas 
California 


Colorado 
Connecticut 


Delaware 
Dist. of Columbia 
Florida 


Georgia 
Hawaii 
Idaho 
Illinois 


Indiana 


Iowa 

Kansas 
Kentucky 
Louisiana 
Maine 
Maryland 
Massachusetts 


Michigan 
Minnesota 
Mississippi 
Missouri 
Montana 
Nebraska 
Nevada 


New Hampshire 
New Jersey 


New Mexico 


Name of Library 


FN EE ae A oT ROT OTR TTR REE TO AE 


Birmingham Public Library 

Anchorage: Z. J. Loussac Public Library 

Tempe: Noble Library, Arizona State University.. 
Little Rock: Arkansas State Library 

Los Angeles Public Library 
Sacramento: California State Library 

San Diego Public Library 

San Francisco Public Library 

Sunnyvale Center for Innovation, Invention and Ideas .. 
Denver Public Library 

Hartford Public Library....... 

New Haven Free Public Library 








Newark: University of Delaware Library 
Washington: Howard University Libraries 
Fort Lauderdale: Broward County Main Library 

Miami-Dade Public Library 

Orlando: University of Central Florida Libraries 

Tampa Campus Library, University of South Florida 

Atlanta: Price Gilbert Memorial Library, Georgia Institute of Technology 
Honolulu: Hawaii State Public Library System 
Moscow: University of Idaho Library 
Chicago Public Library 

Springfield: Illinois State Library 
Indianapolis-Marion County Public Library 
West Lafayette Siegesmund Engineering Library, Purdue University .. 

Des Moines: State Library of lowa 

Wichita: Ablah Library, Wichita State University 

Louisville Free Public Library 

Baton Rouge: Troy H. Middleton Library, Louisiana State University 

Orono: Raymond H. Fogler Library, University of Maine 

College Park: Engineering and Physical Sciences Library, University of Maryland 
Amherst: Physical Sciences Library, University of Massachusetts 
Boston Public Library 

Ann Arbor: Media Union Library, University of Michigan 

Big Rapids: Abigail S. Timme Library, Ferris State University .... 
Detroit: Great Lakes Patent and Trademark Center 

Minneapolis Public Library and Information Center.. 

Jackson: Mississippi Library Commission 
Kansas City: Linda Hall Library 

St. Louis Public Library 

Butte: Montana College of Mineral Science and Technology Library .... 
Lincoln: Engineering Library, University of Nebraska-Lincoln 

Las Vegas - Clark County Library District 

Reno: University of Nevada, Reno Library 

Concord: New Hampshire State Library 

Newark Public Library 

Piscataway: Library of Science and Medicine, Rutgers University.. 
Albuquerque: University of New Mexico General Library 














Telephone Contact 


scenic (334) 844-1737 


(205) 226-3620 
(907) 562-7323 
(480) 965-7010 
(501) 682-2053 
(213) 228-7220 
(916) 654-0069 
(619) 236-5813 
(415) 557-4500 
(408) 730-7290 
(303) 640-6220 
(860) 543-8628 
(203) 946-8130 
(302) 831-2965 
(202) 806-7252 
(954) 357-7444 
(305) 375-2665 
(407) 823-2562 
..(813) 974-2726 
.-.(404) 894-4508 
(808) 586-3477 
(208) 885-6235 
..(312) 747-4450 
..(217) 782-5659 
..(317) 269-1741 


--eee(502) 574-1611 
.-(225) 388-8875 
(207) 581-1678 
--(301) 405-9157 
(413) 545-1370 


(617) 536-5400 Ext. 265 


(734) 647-5735 


padeanicnneeatie (231) 591-3602 


..(313) 833-3379 


...(601) 961-4111 

(816) 363-4600 

(314) 241-2288 Ext. 390 
(406) 496-4281 

...(402) 472-3411 

(702) 733-1165 

(775) 784-6500 Ext. 257 
(603) 271-2239 

..(973) 733-7779 

.(732) 445-2895 

(505) 277-4412 
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U.S. PATENT AND TRADEMARK OFFICE 


Reference Collections of U.S. Patents and Trademarks Available for Public Use In Patent 
Libraries—(continued) 


State 


New York 


North Carolina 
North Dakota 
Ohio 


Oklahoma 
Oregon 
Pennsylvania 


Puerto Rico 


Rhode Island 
South Carolina 
South Dakota 
Tennessee 


Texas 


Utah 
Vermont 
Virginia 
Washington 
West Virginia 
Wisconsin 


Wyoming 


Name of Library 


Fo ih eee a Ra SN PENT RSL Tee 


Buffalo and Erie County Public Library .... 

Rochester Public Library 

New York Public Library (The Research Libraries).....................-. 
Stony Brook: Engineering Library, State University of New York 
Raleigh: D.H. Hill Library, North Carolina State University 
Grand Forks: Chester Fritz Library, University of North Dakota... 


TE =n UY I CII oasis ee stssscesiinrcenrrasderecneriszeroendsairremnncetenennteietne 
Cincinnati and Hamilton County, Public Library Off....................ccsssssseseecssseesceeestseeeeeeeeneee 


Cleveland Public Library 

Columbus: Ohio State University Libraries ..............0.0.0.c..0008 
Dayton: Paul Laurence Public Library, Wright State Universit 
Toledo/Lucas County Public Library 


Stillwater: Oklahoma State University Center for International Trade Development. 
Portland: Paul L. Boley Law Library, Lewis & Clark College .0...........ccccccssssesesesseeeseeeeeeees 
OUTIL, RNIN: SUNN RN iss san cieesccacvssiaresmretasunisseennerédnebosactunstasbistbekenbeneheneate 


Pittsburg, Carnegie Library of ae 

University Park: Pattee Library, Pennsylvania State University .. 

Mayaquez General Library, University of Puerto Rico 

Bayamon, Learning Resources Center, University of Puerto Rico 

Providence Public Library 

Clemson University Libraries 

Rapid City: Devereaux Library, South Dakota School of Mines and Technology 
Memphis & Shelby County Public Library and Information Center 

Nashville: Stevenson Science Library, Vanderbilt University 


Austin: McKinney Engineering Library, University of Texas at Austin............0.....0cccc000 


College Station: Sterling C. Evans Library, Texas A & M University. 
Dallas Public Library 

Houston: The Fondren Library, Rice University 

Lubbock: Texas Tech University 

San Antonio Public Library 

Salt Lake City: Marriott Library, University of Utah 

Burlington: Bailey/Howe Library, University of Vermont 

Richmond: James Branch Cabell Library, Virginia Commonwealth University 
Seattle: Engineering Library, University of Washington 

Morgantown: Evansdale Library, West Virginia University 

Madison: Kurt F. Wendt Library, University of Wisconsin Madison ... 
Milwaukee Public Library 


SR, DRUID TI MINE CBG sins cases ccicscssierencncsenenincakesatunenesninenbcagameoesioreoneets 
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and Trademark Depository 


Telephone Contact 


eccaniiale (518) 474-5355 
sosaneonated (716) 858-7101 


(716) 428-8110 
(212) 592-7000 
(631) 632-7148 
(919) 515-2935 
(701) 777-4888 


eres (330) 643-9075 
wieiecenidiieal (513) 369-6971 


(216) 623-2870 
(614) 292-3022 


Not Yet Operational 


(419) 259-5212 
..(405) 744-7086 


sicatiidiie (503) 768-6786 
pisnsgiel (215) 686-5331 


-(412) 622-3138 
(814) 865-6369 


(787) 832-4040 Ext. 2022 
Not Yet Operational 


(401) 455-8027 
(864) 656-3024 
(605) 394-1275 


(901) 725-8877 


(615) 322-2717 


paremedl (512) 495-4500 


(979) 845-5745 
..(214) 670-1468 
(713) 348-5483 
(806) 742-2282 


Jot Yet Operational 


(801) 581-8394 
(802) 656-2542 
..(804) 828-1104 


venicvainidl (206) 543-0740 
(304) 293-4695 Ext. 5113 


(608) 262-6845 
(414) 286-3051 


wioseitectile (307) 237-4935 
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OFFICIAL GAZETTE 


PATENT TECHNOLOGY CENTERS 


Fesruary 20, 2001 


NICHOLAS P. GODICI, Acting Under Secretary of Commerce for Intellectual Property and 
Acting Director of the United States Patent and Trademark Office 
NICHOLAS P. GODICI, Commissioner for Patents 
ESTHER M. KEPPLINGER, Deputy Commissioner for Patent Operations 
STEPHEN G. KUNIN, Deputy Commissioner for Patent Examination Policy 
EDWARD R. KAZENSKE, Deputy Commissioner for Patent Resources and Planning 





TECHNOLOGY CENTERS 


DIRECTORS 


Telephone & FAX 


Numbers 
Area Code 703 





BIOTECHNOLOGY, ORGANIC 


Organic chemistry, bio-affecting and 
body treating composition 
Carbohydrates, Nonhetrocyclic 
Chemistry and Uses 

Recombinant molecular and 
microbiology, multicellular organisms 
Immunology and Plants 


John J. Doll 
Jasemine C. Chambers 
John J. Doll 
Jasemine C. Chambers 
Non-recombinant molecular and 


microbiology, non-immuno proteins 
and peptides 


Jasemine C. Chambers 


CHEMICAL, MATERIALS ENGINEERING 


Synthetic resins Jacqueline M. Stone 
Fluid separation and agitation, metal foundry, 
welding, plastic molding apparatus, fuels and 
related compositions 

Glass and paper making, tobacco, non-metallic 
molding, adhesive bonding, tires and coating 
apparatus 

Metallurgy, electrochemistry, cleaning, 
disinfecting, sterilizing, analytical chemistry and 
wave energy 

Chemical products and processes, solar cells 
and sputtering apparatuses 

Food technology, petroleum processing, coating 
and etching 

Stock materials and miscellaneous articles 


Richard V. Fisher 


Richard V. Fisher 


Richard V. Fisher 


Richard V. Fisher 
Jacqueline M. Stone 


Jacqueline M. Stone 


COMPUTER ARCHITECTURE, SOFTWARE, ELECTRONIC COMMERCE 
Miscellaneous computer applications Margaret A. Focarino 
Cryptography, security John Love 
Computer networks Allen MacDonald 
Electronic commerce John Love 
Graphical user interface, data bases Margaret A. Focarino 


Computer architecture Allen MacDonald 


COMMUNICATIONS 
Television Joseph J. Rolla 
Image analysis, fax Joseph J. Rolla 
Digital, optical, and general communications Jin F. Ng 


Audio, speech processing and wired telephone James L. Dwyer 


308-1123 
FAX 308-2742 
308-2035 
FAX 308-2742 
308-1123 
FAX 308-2742 
308-2035 
FAX 308-2742 
308-2035 
FAX 308-2742 


308-1495 
FAX 305-3599 
308-1193 
FAX 305-3599 


308-1193 
FAX 305-3599 


308-1193 
FAX 305-3599 


308-1193 
FAX 305-3599 
308-1495 
FAX 305-3599 
308-1495 
FAX 305-3599 


306-5484 
FAX 305-3719 
306-5484 
FAX 305-3719 
305-9700 
FAX 308-5355 
306-5484 
FAX 305-3719 
306-5484 
FAX 305-3719 
305-9700 
FAX 308-5355 


305-9700 
FAX 308-5401 
305-9700 
FAX 308-5401 
305-4800 
FAX 308-5401 
305-4800 
FAX 308-5401 


03/23/99 
05/03/99 
04/05/99 
11/06/98 


06/01/99 


10/21/99 


06/18/99 


05/14/99 


01/11/99 


06/25/99 
04/12/99 


02/23/99 


07/01/98 
02/12/98 
05/14/98 
07/15/98 
02/04/98 


09/17/98 


08/29/97 
07/01/98 
02/12/98 


11/25/97 
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TECHNOLOGY CENTERS 


DIRECTORS 


Telephone & FAX 


Numbers 
Area Code 703 


New Case 
Date* 





2650 
2660 
2670 


2680 


2800 
2810 
2820 
2830 
2850 
2860 


2870 


Dynamic information stroage and retrieval 
Mutiplex communication 
Computer graphics and display systems 


Radio Telecommunications 


James L. Dwyer 
Jin F. Ng 
Jin F. Ng 


James L. Dwyer 


305-4800 
FAX 308-5401 
304-4800 
FAX 308-5401 
305-4800 
FAX 308-5401 
305-4800 
FAX 308-5401 


SEMICONDUCTORS, ELECTRICAL AND OPTICAL SYSTEMS AND COMPONENTS 


Static memory and digital logic 
Semiconductors and electrical circuits 


Power generation and distribution, music, 
electrical components and control circuits 
Photocopying, recorders, printing, measuring 
and testing 

Printing 


Liquid crystals, optical elements, optical 
systems, fiber optics, lasers, electric lamps, 
registers, optics measuring and radiant energy 


Rolf G. Hille 
Rolf G. Hille 
Stewart J. Levy 
Howard Goldberg 
Howard Goldberg 


Janice A. Falcone 


306-3431 
FAX 308-7725 
306-3431 
FAX 308-7725 
308-0658 
FAX 305-1341 
306-3431 
FAX 308-7725 
306-3431 
FAX 308-7725 
308-0530 
FAX 308-7725 


TRANSPORTATION, CONSTRUCTION, AGRICULTURE, LICENSING AND REVIEW 


Surface transportation 


Closures, connections, hardware sign exhibiting 
and furniture 
Static structures, supports and furniture 


Aeronautics, agriculture, plant and animal 
husbandry, weaponry, nuclear systems, license 
and review 

Material handling 


Computerized vehicle controls and navigation, 
radio wave and acoustic wave communication 


Wells, earth boring/moving/working, excavating, 


mining harvesters, bridges and roads, petroleum 
Machine elements and power transmissions 


Gerald Goldberg 
Al Lawrence Smith 


Al Lawrence Smith 


John F. Terapane, Jr. 


Gerald Goldberg 


John F. Terapane, Jr. 


John F. Terapane, Jr. 


Al Lawrence Smith 


308-1134 
FAX 305-7687 
308-1020 
FAX 305-7687 
308-1020 
FAX 305-7687 
306-4180 
FAX 305-7687 


308-1134 
FAX 305-7687 
306-4180 
FAX 305-7687 
306-4180 
FAX 305-7687 
308-1020 
FAX 305-7687 


MECHANICAL ENGINEERING, MANUFACTURING AND PRODUCTS, DESIGNS 


Amusement and education devices 


Packages and containers, manufacturing devices 
and processes, machine tools and hand tools 
Medical instruments, diagnostic equipment, 
treatment devices, surgery and surgical supplies 
Thermal and combustion technology, motive 
and fluid power systems 

Fluid handling and dispensing. textile 
manufacturing and apparel 

Body treatment, kinestherapy, and exercising 


Designs 


Ethel Rollins-Cross 
Ethel Rollins-Cross 
John E. Kittle 
Richard Bertsch 
Richard Bertsch 
John E. Kittle 


John E. Kittle 


308-1078 
FAX 305-3579 
308-1078 
FAX 305-3579 
308-0873 
FAX 305-3591 
308-0975 
FAX 308-4741 
308-0975 
FAX 308-4741 
308-0873 
FAX 305-3591 
308-0873 
FAX 305-3590 


* A communication from the examiner should have been received in most applications filed prior to this date. 


05/14/98 
07/15/98 
02/04/98 


09/17/98 


11/17/98 
10/15/98 
03/12/99 
06/24/98 
12/22/98 


02/23/99 


07/12/99 
06/28/99 
05/14/99 


05/28/99 


08/16/99 
08/06/99 
09/03/99 


09/28/99 


02/26/99 
02/25/99 
07/17/98 
03/31/99 
11/05/99 
12/11/98 


04/09/98 
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TRADEMARK OPERATION 
Q. Todd Dickinson, Director of the United States Patent and Trademark Office 


Ann Chasser, Commissioner for Trademarks 
Condition of Trademark Applications as of January 1, 2001 


Oldest Date 





Amendment 

Law Office Filed 

Law Office 101—Jerry Price, Managing Attorney, (703) 308-9101—North Tower, 10th Floor 
Foods, Beverages, Wines & Spirits—Int. Classes 29, 30, 31, 32, 33 Services—tint. Classes 
35, 36, 37, 38, 39, 40, 41, 42 ............ ; 06/28/00 03/01/00 





Law Office 102—Thomas Shaw, Managing Attorney, (703) 308-9102—South Tower, 5th Floor, 
Scientific Equipment & Furniture—Int. Classes 9, 20 Services—Int. Classes 35, 36, 37, 38, 
Bea Ne IR acintcinecsasdiscedcchancensbrceenits Sei cadndn eras sccm sdnddibbestacnstaditadiaapteinapalitisatgitiesatinne senpupecesecennavesicis 07/20/00 05/02/00 


Law Office 103—Dan Vavonese, Acting Managing Attorney, (703) 308-9103—North Tower, 4th 
Floor, Scientific Equipment & Furniture—Int. Classes 9, 20 Services—Int. Classes 35, 36, 
a: eb eR eg ME secsvccecineiientbesibitehintiteceniemerepsbeeteniantinnennnnininanteanies picicateiianihaalbaenitisimmontonalton 05/22/00 09/29/00 


Law Office 104—Sidney Moskowitz, Managing Attorney, (703) 308-9104—South Tower, 6th 
Floor, Unwrought metals, Industrial Equipment, Tools, Installation, Vehicles, Firearms, 
Musical Instruments, Building Materials & Floor Coverings—Int. Classes 6, 7, 8, 11, 12, 13, 
15, 19, 27 Services—Iint. Classes 35, 36, 37, 38, 39, 40, 41, 42 05/17/00 07/17/00 


Law Office 105—Thomas Howell, Managing Attorney, (703) 308-9105—South Tower, 3rd 
Floor, Chemicals, Paints, Lubricants, Pharmaceuticals, Medical Apparatus & Tobacco—Int 
Classes |, 2, 4, 5, 10, 34 Services—Int. Classes 35, 36, 37, 38, 39, 40, 41, 42 ....cccccccccesesceeeseeeeeeee 08/22/00 04/03/00 


Law Office 106—Mary Sparrow, Managing Attorney, (703) 308-9106—North Tower, 6th Floor, 
Cosmetics, Cleaning Preparations, Paper Products & Toys—Int. Classes 3, 16, 28 
Services—Int. Classes 35, 36, 37, 38, 39, 40, 41, 42 ..... . ‘ 07/13/00 08/14/00 


Law Office 107—Thomas Lamone, Managing Attorney, (703) 308-9107—North Tower, 7th 
Floor, Cosmetics, Cleaning Preparations, Paper Products & Toys—Int. Classes 3, 16, 28 
Services—Int. Classes 35, 36, 37, 38, 39, 40, 41, 42 ............ - ; 07/25/00 09/18/00 


Law Office 108—David Shallant, Managing Attorney, (703) 308-9108—South Tower, 8th Floor, 
Precious metals, Fibers, Leather goods, Housewares, Cordage, Yarns, Fabrics, Clothing & 
Notions—Int. Classes 14, 17, 18, 21, 22, 23, 24, 25, 26 Services—tint. Classes 35, 36, 37, 
38, 39, 40, 41, 42 piansntitaigiidadatecanensttdambeents yet 06/06/00 06/02/00 


Law Office 109—Ronald Sussman, Managing Attorney, (703) 308-9109—South Tower, 8th 
Floor, Precious metals, Fibers, Leather goods, Housewares, Cordage, Yarns, Fabrics, Clothing 
& Notions—Int. Classes 14, 17, 18, 21, 22, 23, 24, 25, 26 Services—Int. Classes 35, 36, 37, 
een 06/06/00 07/24/00 


Law Office 110—Christopher A. F. Pedersen, Managing Attorney, (703) 308-91 10—South 
Tower, 7th Floor, Cosmetics, Cleaning Preparations, Paper Products & Toys—Int. Classes 3, 
16, 28 Services—Int. Classes 35, 36, 37, 38, 39, 40, 41, 42 .........cscsscccsscssscscsesssesseseseesenssereesenes i 06/25/00 10/02/00 


Law Office 111—Craig Taylor, Managing Attorney, (703) 308-9111—North Tower, 10th Floor, 
Foods, Beverages, Wines & Spirits—Int. Classes 29, 30, 31, 32, 33 Services—Int. Classes 
Pe Dy: Fig Say ale A My OE cnc cccsenisgnnaconennadoncereensbotti eer archieaiildedintaetetaneroscest 06/26/00 09/05/00 


Law Office 112—Janice O’Lear, Managing Attorney, (703) 308-9112—-South Tower, Sth Floor, 
Scientific Equipment & Furniture—Int. Classes 9, 20 Services—Int. Classes 35, 36, 37, 38, 
39, 40, 41, 42 .... ii tdaniines F 08/07/00 05/22/00 


Law Office 113—Meryl Hershkowitz, Managing Attorney, (703) 308-9113—North Tower, 4th 
Floor, Scientific Equipment & Furniture—Int. Classes 9, 20 Services—Int. Classes 35, 36, 
Ce SS Y Ft | pee caeqenanespinbidededasniesseteeiiabasnipsbisdcdintatenetiae 06/12/00 09/12/00 


Law Office 114—Mary Frances Bruce, Managing Attorney, (703) 308-9114—South Tower, 6th 
Floor, Unwrought metals, Industrial Equipment, Tools, Installation, Vehicles, Firearms, 
Musical Instruments, Building Materials & Floor Coverings—Int. Classes 6, 7, 8, 11, 12, 13, 
ES, BR ZF Gewwiome—teek, Cimon SS, Bh, FF, SU, TO GO 0 Oe ann sisticcssccssntnnscseemsossessspscese ; 05/17/00 09/30/00 


Law Office 115—Tomas Vicek, Managing Attorney, (703) 308-9115—North Tower, 3rd Floor, 
Chemicals, Paints, Lubricants, Pharmaceuticals, Medical Apparatus & Tobacco—Int. Classes 
1, 2, 4, 5, 10, 34 Services—tint. Classes 35, 36, 37, 38, 39, 40, 41, 42 08/22/00 05/01/00 


**Collective Marks—Class 200 
**Certification Marks—Classes A & B 














Fepruary 20, 2001 U.S. PATENT AND TRADEMARK OFFICE 


Office of Trademark Services—Ronald Williams, Director, (703) 305-1222 
Trademark Assistance Center—(703) 308-9000 
Pre-Examination—Dewitt Howard, Acting Manager, (703) 308-9401 ext. 188 
Intent-To-Use—{ITU)—{703) 308-9500 
Post Registration Section—{703) 308-9500 
AEReerits Uaioe Soctians BG 1S GA Cate ccc csccnccssnssi ves eseviesseesssecscsnsscnsssveovsnesssessnnstevesensunentacsses 


Renewals (All Classes) 


Section 12(c) Publications (All Classes) 





09/21/00 


05/22/00 


11/20/00 
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** Assigned to all Law Offices 


Applicants with inquiries concerning the status of their applications and a touch telephone should call (703) 305-8747 through (703) 305-9752 from 6:30 
a.m. to Midnight EST, Monday through Friday. This automated voice system will provide the current status of your application. Applicants are urged 
not to file unnecessary inquiries concerning the status of their applications. See SECTION 411 of the TRADEMARK MANUAL OF EXAMINING 


PROCEDURE. 


. * These dates identify the oldest unassigned new case in each Law Office. All cases with earlier dates have either been examined and made the subject 


of an action or are currently being worked on by the assigned examining attorney. 








6,189,149 
6,189,150 
6,189,151 
6,189,152 
6,189,153 
6,189,154 
6,189,155 
6,189,156 
6,189,157 
6,189,158 


CLASS 4 
6,189,159 
6,189,160 
6,189,161 
6,189,162 
6,189,163 
6,189,164 


CLASS 5 
6,189,165 
6,189,166 
6,189,167 
6,189,168 
6,189,169 


CLASS 8 
6,190,419 
6,190,420 
6,189,170 
6,189,171 
6,190,421 
6,190,422 
6,190,423 


CLASS 12 
6,189,172 


CLASS 15 
6,189,173 
6,189,174 
6,189,175 
6,189,176 
6,189,177 
6,189,178 
6,189,179 
6,189,180 


CLASS 16 
6,189,181 
6,189,182 
6,189,183 


CLASS 19 
6,189,184 
6,189,185 


CLASS 24 
6,189,186 
6,189,187 


CLASS 27 
6,189,188 


CLASS 28 
6,189,189 
CLASS 29 
6,190,424 
6,190,425 
6,189,190 
6,189,191 
6,189,192 
6,189,193 
6,189,194 
6,189,195 
6,189,196 
6,189,197 
6,189,198 
6,189,199 
6,189,200 
6,189,201 
6,189,202 
6,189,203 
6,189,204 
6,189,205 
6,190,426 
6,189,206 
6,189,207 
6,189,208 
6,189,209 
6,189,210 
6,189,211 
6,189,212 
6,189,213 
6,189,214 


CLASS 30 
6,189,215 
6,189,216 
6,189,217 


104 
163 


129R 
563 


| 662 
| 711 


| 783 


| 43.16 


| 624 


19 

} 41.11 
| $8.1 
65.6 


CLASSIFICATION OF PATENTS 


ISSUED FEBRUARY 20, 2001 


Nore—First number, class; second number, subclass; third number, 


6,189,218 
6,189,219 
6,189,220 
6,189,221 
6,189,222 


CLASS 33 
6,189,223 
6,189,224 
6,189,225 
6,189,226 
6,189,227 


CLASS 34 
6,189,228 
6,189,229 
6,189,230 
6,189,231 
6,189,232 
6,189,233 
6,189,234 
6,189,235 
6,189,236 
6,189,237 
6,189,238 


CLASS 36 
6,189,239 
6,189,240 
6,189,241 
6,189,242 


CLASS 37 
6,189,243 
6,189,244 


CLASS 38 
6,189,245 


CLASS 40 
6,189,246 
6,189,247 
6,189,248 
6,189,249 
6,189,250 
6,189,251 
6,189,252 


CLASS 42 
6,189,253 
6,189,254 


CLASS 43 
6,189,255 
6,189,256 
6,189,257 
6,189,258 
6,189,259 


CLASS 44 
6,190,427 
6,190,428 


CLASS 47 
6,189,260 
6,189,261 
6,189,262 
6,189,263 


CLASS 48 
6,190,429 
6,190,430 


CLASS 49 
6,189,264 
6,189,265 
6,189,266 
6,189,267 

CLASS 52 
6,189,268 
6,189,269 
6,189,270 
6,189,271 
6,189,272 
6,189,273 
6,189,274 
6,189,275 
6,189,276 
6,189,277 
6,189,278 
6,189,279 
6,189,280 
6,189,281 
6,189,282 
6,189,283 
6,189,285 


6 
642.01 
661.03 


757 


43.12 
54.1 
131 


302 


197R 
198.3 


6.189.287 
6.189.288 
6.189.289 


39.06 


39.162 


39.281 
39.31 
39.36 
259 
274 
284 
315 
584 
737 


CLASS 53 
6,189,290 
6,189,291 
6,189,292 
6,189,293 
6,189,294 
6,189,295 
6,189,296 
6,189,297 
6,189,298 
6,189,299 
6,189,300 
6,189,301 
6,189,302 


CLASS 56 
6,189,303 
6,189,304 
6,189,305 
6,189,306 
6,189,307 


CLASS 57 
6,189,308 
6,189,309 


CLASS 60 
6,189,310 
6,189,311 
6,189,312 
6,189,313 
6,189,314 
6,189,315 
6,189,316 
6,189,317 
6,189,318 
6,189,319 
6,189,320 
6,189,321 


CLASS 62 


6,189,338 


CLASS 65 
6,189,339 
6,189,340 
6,189,341 
6,189,342 
6,189,343 
6,189,344 


CLASS 66 
6,189,345 


CLASS 68 
6,189,346 


CLASS 70 
6,189,347 
6,189,348 
6,189,349 
6,189,350 
6,189,351 

CLASS 71 
6,190,433 

CLASS 72 
6,189,352 
6,189,353 
6,189,354 
6,189,355 
6,189,356 
6,189,357 
6,189,358 
6,189,359 
6,189,360 
6,189,361 
6,189,362 
6,189,363 
6,189,364 


| 40.7 


| 664 
; 800 


| 864 


| 423 
| 440 


| 471 XY 


| 490.02 
| 490. 03 


| 512 


| 607 


CLASS 73 

6,189,365 
6,189,366 
6,189,367 
6,189,368 
6,189,369 
6,189,370 
6,189,371 
6,189,372 
6,189,373 
6,189,374 
6,189,375 
6,189,376 
6,189,377 
6,189,378 
6,189,379 
6,189,380 
6,189,381 
6,189,382 
6,189,383 
6,189,384 
6,189,385 
6,189,386 
6,189,387 
6,189,388 
6,189,389 
6,189,390 
6,189,391 
6,189,392 
6,189,393 
6,189,394 


CLASS 74 

6,189,395 
6,189,396 
6,189,397 
6,189,398 
6,189,399 
6,189,400 
6,189,401 
6,189,402 
6,189,403 
6,189,404 
6,189,405 
6,189,406 
6,189,407 
6,189,408 
6,189,409 
6,189,410 
6,189,411 
6,189,412 
6,189,413 


CLASS 75 
6,190,434 
6,190,435 


CLASS 76 
6,189,414 


CLASS 81 
6,189,415 
6,189,416 
6,189,417 
6,189,418 
6,189,419 
6,189,420 
6,189,421 
6,189,422 
6,189,423 


CLASS 82 
6,189,424 
6,189,425 
6,189,426 
6,189,427 


CLASS 83 
6,189,428 
6,189,429 

CLASS 84 
6,191,346 
6,191,347 
6,191,348 
6,191,349 


1.81 
1.82 
19.03 
31.06 


53.001 
66 


105 


118.1 
119A 


202 
204.21 
504.12 
504.13 
589 
592 


847 

861.07 
861.18 
861.66 
862.69 


865.8 
865.9 


332 
335 
410 


469 


473.36 


493 
500.5 
502.4 


606 R 


385 
Sil 


307 


| 600 


| 


6,191,350 | 


6,191,351 


CLASS 89 
6,189,430 
6,189,431 


CLASS 91 
6,189,432 


CLASS 92 
6,189,433 
6,189,434 
6,189,435 
6,189,436 
6,189,437 


patent number 


CLASS 95 
6,190,436 
6,190,437 
6,190,438 
6,190,439 

CLASS 96 

BI 484,472 
6,190,440 
6,190,441 
6,190,442 


CLASS 99 
6,189,438 
6,189,439 

BI 970,856 
6,189,440 
6,189,441 


CLASS 100 
6,189,442 
6,189,443 
6,189,444 
6,189,445 


CLASS 101 
6,189,446 
6,189,447 
6,189,448 
6,189,449 
6,189,450 
6,189,451 
6,189,452 


CLASS 102 
6,189,453 
6,189,454 


CLASS 104 
6,189,455 


CLASS 105 
1 6,189,456 
6,189,457 


CLASS 106 

6,190,443 
6,190,444 
6,190,445 
6,190,446 
6,190,447 
6,190,448 
6,190,449 
6,190,450 
6,190,451 


CLASS 108 
6,189,458 
6,189,459 


CLASS 110 
6,189,460 
6,189,461 
6,189,462 
6,189,463 
6,189,464 


CLASS Hl 
33 6,189,465 
102 6,189,466 


CLASS 112 

6,189,467 
6,189,468 
6,189,469 
6,189,470 


CLASS 114 

6,189,471 
6,189,472 
6,189,473 
6,189,474 
6,189,475 
6,189,476 
6,189,477 
6,189,478 


CLASS 116 


3 
31.26 
31.9 
169.43 
284.01 


692 
711 
808 


102.5 
103 
130 
470.13 


39.21 
102.16 
399 


245 
322 
343 
wa 


217 
288 6,189,480 
CLASS 117 

20 6,190,452 
89 6,190,453 


CLASS 118 
6,190,454 
6,190,455 
6,190,456 
6,190,457 
6,190,458 
6,190,459 


300 
308 
629 


715 


| 497 


| 41.49 
| 52.4 
| 65 PE 


| 73C 
| 90.15 


| 467 

| 468 
472 

| 502 

| 524 

| 568.27 

| 572 6,189,521 


| 643 
672 


| 205.24 


| 834 
| 397 
| 898 


6,189,479 | 


| 63 


| 200 


6,189,483 
6,189,485 
6,189,484 
6,189,481 
6,189,482 
6,190,460 


CLASS 119 
6,189,486 
6,189,487 
6,189,488 
6,189,489 
6,189,490 
BI 813,366 


CLASS 122 
6,189,491 


CLASS 123 

6,189,492 
6,189,493 
6,189,494 
6,189,496 
6,189,495 
6,189,497 
6,189,498 
6,189,499 
6,189,500 
6,189,501 
6,189,502 
6,189,503 
6,189,504 
6,189,505 
6,189,506 
6,189,507 
6,189,508 
6,189,509 
6,189,510 
6,189,511 
6,189,512 
6,189,513 
6,189,514 
6,189,515 
6,189,516 
6,189,517 
6,189,518 
6,189,519 
6,189,520 


14.02 
28.5 
72 
477 


710 


1c 


73 AD 


192.2 
193.6 
195 C 
239 
302 
321 
336 
337 
399 


479 
497 


$20 


529 
549 
568.26 


6,189,522 
6,189,523 
6,189,524 


CLASS 124 
6,189,525 


CLASS 126 
6,189,526 
6,189,527 
6,189,528 
6,189,529 
6,189,530 


127 
6,190,461 
6,190,462 


128 

6,189,531 
6,189,532 
6.189.533 
6,189,534 
6,189,535 
6,189,536 
6,189,537 
6,189,538 


CLASS 132 
73 6,189,539 
139 6,189,540 
200 6,189,541 
273 6,189,542 
275 6,189,543 
277 6,189,544 
321 6,189,545 


CLASS 134 
6,189,546 
6,189,547 
6,189,548 
6,189,$49 
6,189,550 
6,189,551 
6,189,552 


CLASS 135 
6,189,553 


CLASS 136 
6,191,352 
6,191,353 


8 
25R 


CLASS 


CLASS 


207.14 
207.16 


1.3 
S7R 


109 
174 
201 


88.1 


246 
256 


PI 175 





PI 1 


76 


CLASS 137 
6,189,554 
6,189,555 

189,556 

. 189,557 

189,558 

. 189,559 

. 189,560 

. 189,561 

. 189,562 

189,563 

. 189,564 

189,565 

189,566 

. 189,567 

189,568 

189,569 

. 189,570 
6,189,571 

CLASS 138 
6,189,572 
6,189,573 
6,189,574 
6,189,575 


CLASS 139 
6,189,576 


> 


ADPADAABAABPABAABDAD 


A 6,189,577 


208.4 
230 
248.5 


121 
267 
315 
423 
426 
435 
500 
526 
$37 
593 
671 


19.1 


209.15 


39 
89.12 
110.1 
129 
143 
175 
177 
180 
189 
195 
213 


228 
238 
245 
256 
273.7 
300 
345 


351 
443 
497 
580.1 
581 
584 


401 


85 
133 
135 
168.1 
176.1 
383 


Il 

134 
138 
158 
189 
190 
204 


CLASS 141 
6,189,578 
6,189,579 
6,189,580 
6,189,581 


CLASS 143 
6,189,582 


CLASS 144 
6,189,583 
6,189,584 
6,189,585 


CLASS 148 
6,190,463 
6,190,464 
6,190,465 
6,190,466 
6,190,467 
6,190,468 
6,190,469 
6,190,470 
6,190,471 
6,190,472 
6,190,473 


CLASS 149 
6,190,474 
6,190,475 


CLASS 152 
6,189,586 


CLASS 156 
6,190,476 
6,190,477 
6,190,478 
6,190,479 
6,190,480 
6,190,481 
6,190,482 
6,190,483 
6,190,484 
6,190,485 
6,190,486 
6,190,487 
6,190,488 
6,190,489 
6,190,490 
6,190,491 
6,190,492 
6,190,493 
6,190,494 
6,190,495 
6,190,496 
6,189,587 
6,189,588 
6,189,589 
6,190,497 
6,189,590 
6,189,591 


CLASS 159 
6,190,498 


CLASS 160 
6,189,592 
6,189,593 
6,189,594 
6,189,595 

R 6,189,596 
6,189,597 


CLASS 162 
6,190,499 
6,190,500 
6,190,501 
6,190,502 
6,190,503 
6,190,504 
6,190,505 


6,190,506 


CLASS 164 
6,189,598 
6,189,599 
6,189,600 


CLASS 165 
6,189,601 
6,189,602 
6,189,603 
6,189,604 
6,189,605 
6,189,606 
6,189,607 
6,189,608 


CLASS 166 
6,189,609 
6,189,610 
6,189,611 

189,612 

. 189,613 

189,614 

189,615 

189,616 

189,617 

.189,618 

189,619 

189,620 

6,189,621 


CLASS 169 
6,189,622 
6,189,623 
6,189,624 
6,189,625 


CLASS 172 
4.5 6,189,626 
41 6,189,627 


CLASS 174 
40 R 6,191,354 
45R 6,191,355 
50 6,191,356 
6,191,357 
6,191,358 
6,191,359 
6,191,360 
6,191,361 
6,191,362 
6,191,363 
6,191,364 
6,191,365 
6,191,366 
6,191,367 
6,191,368 
6,191,369 
6,191,370 


CLASS 175 
52 6,189,628 
67 6,189,629 
6 6,189,630 
284 6,189,631 
320 6,189,632 
418 6,189,633 
432 6,189,634 


CLASS 177 
6,191,371 


CLASS 180 
6,189,635 
6,189,636 
6,189,637 
6,189,638 
6,189,639 
6,189,640 
6,189,641 
6,189,642 
6,189,643 
6,189,644 
6,189,645 
6,189,646 
6,189,647 
6,189,648 


CLASS 181 
6,189,649 
6,189,650 
182 
6,189,65 

5 


77.3 
208 
248 
250.07 
265 
266 
270 
298 
311 
312 
332.1 
379 
385 


ADADBDAAAGARH 


52.3 


25.14 


200 


6,189,655 
6,189,656 


187 
6,189,657 
6,189,658 


188 

6,189,659 
6,189,660 
6,189,661 
6,189,662 


CLASSIFICATION OF PATENTS 


322.22 6,189,663 
CLASS 191 
18 6,189,664 


CLASS 192 
3.58 6,189,665 
46 6,189,666 
$2.5 6,189,667 
6l 6,189,668 
70.12 6,189,669 
85 CA 6,189,670 
113.32 6,189,671 


CLASS 193 
6,189,672 


CLASS 198 

6,189,673 
6,189,674 
6,189,675 
6,189,676 
6,189,677 
6,189,678 
6,189,679 
6,189,680 
6,189,681 
6,189,682 
6,189,683 
6,189,684 
6,189,685 
6,189,686 


CLASS 200 
6,191,372 
6,191,373 
6,191,374 
6,191,375 
6,191,376 


CLASS 204 
6,190,507 
6,190,508 
6,190,509 
6,190,510 
6,190,511 
6,190,512 
6,190,513 
6,190,514 
6,190,515 
6,190,516 
6,190,517 
6,190,518 
6,190,519 
6,190,520 


354 


325 
341.01 
394 
399 
4ii 
418.3 
419.1 
468.01 
496 
718 
769 
835 
836.3 
853 


157.3 


6,190,527 
6,190,528 


CLASS 205 
6,190,529 
6,190,530 

RE. 37,055 
6,190,531 


CLASS 206 
6,189,687 
6,189,688 
6,189,689 
6,189,690 
6,189,691 
6,189,692 
6,189,693 
6,189,694 
6,189,695 
6,189,696 
6,189,697 
6,189,698 
6,189,699 
6,189,700 


CLASS 208 


6,190,542 
CLASS 209 

6,189,701 

6,189,702 


CLASS 210 
6,190,543 
6,190,544 
6,190,545 
6,190,546 
6,190,547 
6,190,548 
6,190,549 
6,190,550 


6,190,551 
6,190,552 
6,189,703 
6,189,704 
6,190,553 
6,190,554 
6,190,555 
6,190,556 
6,190,557 
6,190,558 
6,190,559 
6,190,566 
6,190,561 
6,190,562 
6,190,563 
6,190,564 
6,190,565 
6,190,566 
6,190,567 
6,190,568 
6,190,569 
6,190,570 


CLASS 211 
ll 6,189,705 
87.01 6,189,706 
90.04 6,189,707 
105.4 6,189,708 
118 6,189,709 
131.1 6,189,710 
163 6,189,711 


CLASS 212 
6,189,712 


695 
741 
744 


758 
767 
770 
716 


292 


CLASS 213 
75 TC 
76 


6,189,713 
6,189,714 


CLASS 215 
6,189,715 


CLASS 216 
6,190,571 


CLASS 218 
6,191,377 


CLASS 219 
74 6,191,378 
75 6,191,379 
121.48 6,191,380 
121.52 6,191,381 
121.62 6,191,382 
121.63 6,191,383 
121.68 6,191,384 
121.83 6,191,385 
130.4 6,191,386 
225 6,191,387 
390 6,191,388 
400 6,191,389 
402 6,191,390 
407 6,191,391 
411 6,191,392 
439 6,191,393 
444.1 6,191,394 
469 6,191,395 
481 6,191,396 
497 6,191,397 
6,191,398 
6,191,399 
6,191,400 
6,191,401 
6,191,402 
6,191,403 


CLASS 220 
6,189,716 
6,189,717 
6,189,718 
6,189,719 
6,189,720 
6,189,721 
6,189,722 
6,189,723 
6,189,724 
6,189,725 


CLASS 221 
6,189,726 
6,189,727 
6,189,728 
6,189,729 
6,189,730 
6,189,731 
6,189,732 
6,189,733 
6,189,734 


CLASS 222 
6,189,735 
6,189,736 
6,189,737 
6,189,738 
6,189,739 
6,189,740 
6,189,741 
6,189,742 
6,189,743 
6,189,744 
6,189,745 


374 


149 


546 
621 
748 
756 


4.14 
62.19 
233 
281 
571 
573 
$73 
586 
674 
698 


| 462.27 


CLASS 
6,189,746 
6,189,747 


CLASS 224 
6,189,748 
6,189,749 
6,189,750 
6,189,751 
6,189,752 
6,189,753 
6,189,754 
6,189,755 
6,189,756 


CLASS 225 


6,189,757 


CLASS 226 
177 6,189,758 


CLASS 227 
6,189,759 


CLASS 228 
6,189,760 
6,189,761 
6,189,762 
6,189,763 
6,189,764 
6,189,765 
6,189,766 
6,189,767 
6,189,768 
6,189,769 
6,189,770 
6,189,771 
6,189,772 


CLASS 229 
S4 6,189,773 
92.8 6,189,774 
103 6,189,775 
117 6,189,776 
120.37 6,189,777 
122.1 6,189,778 
155 6,189,779 
242 6,189,780 


CLASS 235 

6,189,781 
6,189,782 
6,189,783 
6,189,784 
6,189,785 
6,189,786 
6,189,787 
6,189,788 
6,189,789 
6,189,790 
6,189,791 
6,189,792 
6,189,793 
6,189,794 
6,189,795 
6,189,796 
6,189,797 

CLASS 236 
34.5 6,189,798 


51 6,189,799 
92B 6,189,800 


CLASS 237 
23B 6,189,801 


CLASS 239 
6,189,802 
6,189,803 
6,189,804 
6,189,805 
6,189,806 
6,189,807 
6,189,808 
6,189,809 
6,189,810 
6,189,811 
6,189,812 
6,189,813 
6,189,814 
6,189,815 
6,189,816 
6,189,817 


241 
23 6,189,818 
176 6,189,819 
186.3 6,189,820 
297 6,189,821 


CLASS 242 
6,189,822 
6,189,823 
6,189,824 
6,189,825 
6,189,826 
6,189,827 


120 


235.2 
248.1 
254 


a 
462.22 
462.39 


462.48 
475 


6,189,831 
6,189,832 
2 6,189,833 
137.1 6,189,834 
168 6,189,835 
191 6,189,836 
213 6,189,837 


CLASS 246 
6,189,838 
6,189,839 
6,189,840 


CLASS 248 

99 6,189,841 
125.1 6,189,842 
161 6,189,843 
176.1 6,189,844 
177.1 
188.1 
220.31 
231.81 
286.1 
292.14 
311.2 
430 
676 
761 


129.4 
129.5 


122R 
293 
453 


6,189,849 
6,189,850 
6,189,851 
6,189,852 
6,189,853 
RE. 37,056 


CLASS 249 
18 6,189,854 
139 6,189,855 


CLASS 250 

6,191,404 
6,191,405 
6,191,406 
6,191,407 
6,191,408 
6,191,409 
6,191,410 
6,191,412 
6,191,411 
6,191,413 
6,191,414 
6,191,415 
6,191,416 
6,191,417 
6,191,418 
6,191,419 
6,191,420 
6,191,421 
6,191,422 
6,191,423 
6,191,424 
6,191,425 
6,191,426 
6,191,427 
6,191,428 
6,191,429 
6,191,430 


CLASS 251 
54 6,189,856 
61.1 6,189,857 
129.06 6,189,858 
149.1 6,189,859 
306 6,189,860 
331 6,189,861 
363 6,189,862 

CLASS 252 
8.57 6,190,572 
62.55 6,190,573 
68 6,190,574 
181 6,190,575 
299.63 6,190,576 
314K 6,190,577 
512 6,190,578 
S15 6,190,579 
586 6,190,580 
609 6,190,581 


CLASS 254 
6,189,863 
6,189,864 

126 6,189,865 

332 6,189,866 

391 6,189,867 

CLASS 256 
6,189,868 

CLASS 257 
6,191,431 
6,191,432 
6,191,433 
6,191,434 
6,191,435 
6,191,436 
6,191,437 
6,191,438 
6,191,439 
6,191,440 
6,191,441 
6,191,442 


206.2 
208.1 


492.21 
504 R 
S48 

559.16 


8B 


6,191,448 














347 
450 
350 453 
360) 454 
362 455 
308 A456 
370 457 
79 458 
390 459 
393 460 
401 461 
408 462 
411 463 
427 464 
458 5 
481 466 
$22 7 
531 468 
532 469 
621 470 
678 47) 
691 6,191,472 
6,191,473 
693 6,191,474 
700 6,191,475 
706 6,191,476 
6,191,477 
6,191,478 
6.191 
6,191 
6,191, 
737 6.191, 
6,191 
752 6,191 
766 6,191 
776 6,191, 
778 6.19148 
6.191, 
6,191, 
782 6,191, 
784 6.191, 
787 6,191, 
6,191, 
796 6.191, 
798 6,191, 
CLASS 261 
23.1 6,189,869 
62 6.189.870 
78.2 6,189,871 
114.3 6,189,872 
CLASS 264 
0.5 6,190,582 
1.29 6,190,583 
28 6,190,584 
40.1 6,190,585 
40.5 6,190,586 
46.5 6,190,587 
120 6,190,588 
128 6,190,589 
138 6,190,590 
idl 6,190,591 
155 6,190,592 
162 6,190,593 
167 6,190,594 
177.16 6,190,595 
187 6,190,596 
275 6,190,597 
314 6,190,598 
318 6,190,599 
6,190,600 
443 6,190,601 
6,190,602 
496 6,190,603 
651 6,190,604 
CLASS 267 
140.14 6,189,873 
141 6,189,874 
160 6,189,875 
CLASS 269 
21 6,189,876 
32 6,189,877 
156 6,189,878 
CLASS 270 
$2.15 6,189,879 
58.25 6,189,880 
CLASS 271 
9.04 6,189,881 
65 6,189,882 
96 6,189,883 
182 6,189,884 
CLASS 273 
108.1 6,189,885 
256 6,189,886 
260 6,189,887 
292 6,189,888 
348 889 
CLASS 277 
312 6,189,890 
414 6,189,891 
418 6,189,892 
443 6,189,893 
549 6,189,894 





591 6,189,895 
608 6,189,896 
CLASS 280 
5.506 6,189,897 
11.221 6,189,898 
14.22 6,189,899 
47.331 6,189,900 
86.5 6,189,901 
93.515 6,189,902 
124.16 6,189,903 
124.175 6,189,904 
201 6,189,905 
250.1 6,189,906 
258 6,189,907 
284 6,189,908 
414.1 6,189,909 
491.2 6,189,910 
607 5.189.911 
609 6,189,912 
613 6,189,913 
642 6,189,914 
728.2 6,189,915 
728.3 6,189,916 

6,189,917 
73.2 6,189,918 
731 6,189,919 
6,189,920 
733 6,189,921 
735 6,189,922 
6,189,923 
736 6,189,924 
6,189,925 
737 6,189,926 
741 6,189,927 
743.2 6,189.928 
777 6,189,929 
781 6,189,930 
789 6,189,931 
CLASS 281 
37 6,189,932 
CLASS 283 
34 6,189,933 
67 6,189,934 
80 6,189,935 
81 6,189,936 
CLASS 285 
197 6,189,937 
CLASS 290 
55 6,191,496 
CLASS 292 
87 6,189,938 
92 6,189,939 
216 6,189,940 
CLASS 293 
118 6,189,941 
CLASS 294 
54.5 6,189,942 
64.1 6,189,943 
CLASS 296 
22 6,189,944 
37.6 6,189,945 
68.1 6,189,946 
97.12 6,189,947 
97.4 6,189,948 
97.8 6,189,949 
107.04 6,189,950 
146.9 6,189,951 
188 6,189,952 
6,189,953 
190.08 6,189,954 
6,189,955 
190.1 6,189,956 
192 6,189,957 
194 6,189,958 
207 6,189,959 
212 6,189,960 
213 6,189,961 
218 6,189,962 
223 6,189,963 
CLASS 297 
112 6,189,964 
124 6,189,965 
180.14 6,189,966 
6,189,967 
188.01 6,189,968 
216.14 6,189,969 
250.1 6,189,970 
284.11 6,189,971 
284.4 6,189,972 
378.1 6,189,973 
440.13 6,189,974 
452.18 6,189,975 
CLASS 298 
1B 6,189,976 
CLASS 301 
37.38 6,189,977 
104 6,189,978 
il 6,189,979 


CLASSIFICATION OF PATENTS 


CLASS 303 
6,189,980 








20 6,189,981 
116.1 6,189,982 
119.2 6,189,983 
6,189,984 
6,189,985 
155 6.189.986 
194 6,189,987 
CLASS 307 
it 6,191,497 
6,191,498 
31 6,191,499 
64 6,191,500 
6,191,501 
69 6,191,502 
112 6,191,503 
125 6.191504 
130 6,191,505 
CLASS 310 
DIG. 6 6,191,506 
12 6,191,507 
45 6,191,508 
49R 6,191,509 
51 6,191,510 
60 A 6,191,511 
89 6,191,512 
90 6.191.513 
6,191,514 
90.5 6.191515 
156 6.191 516 
162 6,191,517 
309 6,191,518 
316.01 6,191,519 
323.06 6,191,520 
326 6,191,521 
328 6,191,522 
358 6,191,523 
367 6,191,524 
CLASS 312 
265.3 6,189,988 
CLASS 313 
i141 6,191,525 
331 6,191,526 
341 6,191,527 
446 6,191,528 
553 6,191,529 
586 6,191,530 
82 : 
111.21 6,191,532 
169 6,191,533 
169.3 6,191,534 
6,191,535 
209 CD 6,191,536 
219 6,191,537 
240 6,191,538 
249 6,191,539 
291 6,191,540 
307 6,191,541 
CLASS 318 
6,191,542 
34 6,191,543 
149 6,191,544 
439 6,191,545 
471 6,191,546 
547 6,191,547 
568.18 6,191,548 
652 6,191,549 
661 6,191,550 
CLASS 320 
106 6,191,55 
112 6,191,55 
113 6,191,55 
14 6,191.5 
118 6,191.55 
132 6,191,556 
6,191,557 
6,191,558 
136 6,191,559 
150 6.191.560 
CLASS 322 
51 6,191,561 
59 6,191,562 
CLASS 323 
211 6,191,563 
222 6,191,564 
6,191,565 
224 6,191,566 
259 6,191,567 
268 6,191,568 
272 6,191,569 
CLASS 324 
73.1 6,191 
76.26 6.191, 
158.1 6,191.5 
6,191,573 
178 6,191,574 
207.16 6,191,575 
207.2 6,191,576 
207.21 6,191,577 
6,191,578 








207.25 6,191,579 
207.26 6,191,580 
249 6,191,581 
307 6,191,582 
318 6,191,583 
319 6,191,584 
326 6,191,585 
339 6,191,586 
350 6,191,587 
367 6,191 588 
424 6,191,589 
428 6,191,590 
437 6,191,591 
538 6,191,592 
687 6,191,593 
754 6,191,594 

6,191,595 
756 6,191,596 
758 6,191,597 

6,191,598 
760 6,191,599 
761 6,191,600 

6,191,601 
765 6,191,602 

6,191,603 

6,191,604 
767 6,191,605 

CLASS 326 

31 6.191.606 
37 6,191,607 
38 6,191,608 

6,191,609 

6,191,610 
39 6,191,611 

6,191,612 

6,191,613 
4) 6,191,614 
81 6,191,615 

6,191,616 
83 6,191,617 
95 6,191,618 
126 6,191,619 


337 
359 
379 
443 
525 
536 


539 
543 


551 
554 


304 


10 


288 


il 
158 








633 
634 
191,635 
6,191,636 
6,191,637 
6,191,638 
6,191,639 


CLASS 329 
6,191, 


CLASS 330 
6,191,650 
6,191,651 
6,191,652 
6,191,653 
6,191,654 


6,191,655 
6,191 


656 
CLASS 331 

6,191,657 
6,191,658 
6,191,659 
6,191,660 
6,191,661 
6,191,662 


CLASS 333 
6,191,663 
6.191, 
6,191,665 
6191, 
6.191.667 
6,191, 
6,191,669 
6,191,670 


CLASS 335 


6,191,67 
6,191.6 


CLASS 336 
6,191,673 
6,191,674 





96 6,191 
160 6,191 
198 6,191 
CLASS 337 
16.3 6,191 
140 6,191 
362 6.191 
CLASS 338 
22R 6,191 
CLASS 340 
5.2 6.191 
146.2 6,191 
310.01 6,191 
432 6.191 
435 6,191 
506 6.191, 
6,191 
Sil 6,191 
568.7 6.191 
572.8 6.191 
572.9 6,191 
$73.3 6,191 
576 6,191 
600 6,191, 
632 6,191, 
652 6.191, 
686.6 6.191, 
$15.45 6.191 
815.55 6,191, 
825.3 6,191. 
825.44 6,191, 
825.69 6,191 
903 6,191, 
905 6,191, 
932.2 6,191, 
990, 6,191, 
Yad 6,191 
26 6191 
63 6,191 
84 6,191 
95 6,191 
100 6,191, 
118 6,191 
120 6,191 
139 6.191 
143 6,191 
6,191, 
las 6,191 
145 6.191 
147 6,191 
152 6,191 
166 6,191 
CLASS 342 
21 6,191 
92 6,191, 
128 6,191 
195 6,191, 
355 6,191, 
357.02 6,191 
357.05 6,191, 
6,191, 
357.06 6,191, 
357.17 6,191, 
359 6,191, 


w 
=] 
a 

a5 

© 


383 6 
450 6,191, 
457 6,191, 
458 6,191 
CLASS 343 
700 MS 6,191 
702 6.191, 
6,191, 
6,191, 
703 6,191, 
713 6,191, 
6,191 
749 6.191, 
754 6,191, 
765 6.191, 
767 6,191, 
834 6,191, 
867 6.191 
872 6.191 
876 6.191 
895 6,191 
6,191 
915 6,191 
CLASS 345 
2 6,191 
8 6,191 
20 6,191 
32 6,191 
60 6,191 
68 6,191 
76 6.191 
8S 6.191 
89 6,191, 
90 6,191 
98 6,191 
99 6.191 
100 6.191 
6.191 
132 6.191 


675 
676 
,677 


678 
679 
680 


681 


682 
683 
684 
685 
686 


688 
689 
690 
691 
692 
693 


.709 
710 
711 
712 
113 
714 
716 
717 
718 
719 
720 
.721 
799 


.723 


.724 


739 


740 


“753 


"755 
756 


757 


.758 
.759 
760 
761 
.762 
.763 
764 
765 


767 
.768 
.769 
770 
771 
me 


158 
163 
167 
168 
173 


204 
302 


328 
341 


356 


419 


108 


235 
238 
241 





6,191, 
191.7 
191,77 
191,776 
191,777 
191, 
191, 
191,780 
6,191, 
6,191 
6,191,783 
6.191.784 
6.191, 
6,191, 
6,191,78 
6,191,788 
6.191 7290 
6.191,7 
6,191,7 
6.191, 
6.191, 
6,191, 
6.191 7905 
6,191,796 
6,191,797 
6,191,798 
6,191 
6,191.8 


PARAS 


aa 


CLASS 347 

, 189,989 
. 189,990 
189,99] 
189,992 
189,993 
189,994 
189,995 
189,996 
189,997 
189,998 
189,999 
190.000 
190,001 
190,002 
190,003 
190,004 
190,005 
190,006 
190,007 
190,008 
190,009 
190.010 
191,801 
191,802 
191,803 
191,804 
191,805 


Daa 


DADADAARS 


AAARADAAAAABAAAAD 


CLASS 348 
6,191, 
6,191, 
6,191 808 
6,191,809 
6,191,810 
6,191 
6,191,812 
6,191,813 
6,191,814 
6.191 
6,191,816 
6,191 
6,191,818 
6,191,819 
6,191,820 
6,191,821 
6,191,822 
6,191,823 
6,191, 

RE. 37,057 
6,191,825 
6,191,826 
6,191,827 

CLASS 349 
6,191,828 
6,191,829 
6,191,830 

6,191,831 
6,191,832 

6,191,833 
6,191,834 

6,191,835 

6,191,836 

6,191,837 

6,191,838 

6,191,839 

6,191,840 

6,191,841 


CLASS 351 
6.190.011 
6,190,012 


CLASS 35 
6,1 


ow 


1.842 


CLASS 3 
6,190,013 
6,190,014 
6,190,015 


nm 
i) 








PI 178 


CLASS 355 
6,191, 
6,191, 


CLASS 356 


DARAARARDAAMS 


PAAANMA DS 


191, 


CLASS 358 
6,191, 
6,191, 
6,191, 
6,191, 
6,191, 
6,191,87 
6,191, 
6,191, 


6,191, 
6,191, 
6,191, 
6,191, 
6,191, 
6,191,88 
6,191, 
6,191, 
6,191, 
6,191,891 
6,191,892 
6,191,893 


6,191,894 | 


6,191,895 
6,191,896 
6,191,897 
6,191,898 
6,191,899 
CLASS 360 
6,191,900 
6,191,901 
6,191,902 
6,191,903 


CLASS 361 
6,191,927 
6,191,928 
6,191,929 
6,191,930 
6,191,931 
6,191,932 
6,191,933 
6,191,934 
6,191,935 
6,191,936 
6,191,937 





6.191, 
6,191, 
6,191 
6,191, 
6,191, 
6,191, 
6,191, 
6,191, 
6,191,95 
6,191 ,95 
6,191,95 
6.191, 
6,191,955 


CLASS 362 
6,190,016 
6,190,017 
6,190,018 
6,190,019 
6,190,020 
6,190,021 
6,190,022 
6,190,023 
6,190,024 
6,190,025 
6,190,026 
6,190,027 
6,190,028 
6,190,029 
6,190,030 

CLASS 363 
6,191,956 
6,191,957 
6,191,958 
6,191,959 


6,191,960 | 


6,191,961 
6,191,962 
6,191,963 
6,191,964 
6,191,965 
6,191,966 
6,191,967 
6,191,968 


CLASS 365 
6,191,969 


6,191,970 | 


RE. 37,059 
6,191,971 
6,191,972 
6,191,973 


6,191,974 | 


6,191,975 
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6,191,976 | 4 


6,191,977 
6,191,978 


6,191,979 | 
6,191,980 | 


6,191,981 


6,191,982 | 
6,191,983 | 


6,191,984 
6,191,985 
6,191,986 
6,191,987 
6,191,988 
6,191,989 
6,191,990 
6,191,991 
RE. 37,060 
6,191,992 
6,191,993 
6,191,994 


6,190,034 


CLASS 367 
6,192,006 


CLASS 368 
6,192,007 


6,192,016 
6,192,017 
6,192,018 
6,192,019 





6,192,020 
6,192,021 
6,192,022 
6,192,023 
6,192,024 
6,192,025 


CLASS 370 
6,192,026 
6,192,027 

192,028 
192,029 
. 192,030 
192,031 
192.032 
192,033 
192,034 
», 192,035 
192,036 
192,037 
192,038 
. 192,039 
.192,040 
192,041 
192,042 
192,043 
192,044 
. 192,045 
192,046 
192,047 
192,048 
192,049 
. 192,050 
192,051 
6,192,052 
6,192,053 
6,192,054 
6,192,055 
6,192,056 
6,192,057 

CLASS 372 
6,192,058 
6,192,059 
6,192,060 
6,192,061 
6,192,062 
6,192,063 
6,192,064 

CLASS 373 
6,192,065 

CLASS 374 
6,190,035 
6,190,036 
6,190,037 
6,190,038 
6,190,039 


6,190,040 | 


6,190,041 


CLASS 375 
6,192,066 
6,192,067 


6,192,094 
CLASS 376 


6,192,098 


CLASS 377 
6,192,099 


CLASS 378 





CLASS 379 
6,192, 
6,192, 
6,192, 
6,192.11 
6,192, 
6,192, 
6,192, 
6,192, 
6,192, 
6,192, 
192, 
192, 
192, 
192, 
192, 
192, 
192,12 
192, 
192, 


CLASS 380 
6,192, 
6,192, 
6,192.12 
6,192,130 
6,192,131 
6,192,132 


CLASS 381 
6,192,133 
6,192,134 
6,192,135 


DXD 


ARARRAO 


6,192,136 | 


6,192,137 
CLASS 382 


6,192,138 


6,192,139 | 


6,192,140 
6,192,141 
6,192,142 
6,192,143 
6,192,144 
6,192,145 
6,192,146 
6,192,147 
6,192,148 
6,192,149 
6,192,150 
6,192,151 
6,192,152 
6,192,153 
6,192,154 
6,192,155 
6,192,156 
6,192,157 
6,192,158 
6,192,159 
6,192,160 
6,192,161 
6,192,162 
6,192,163 
6,192,164 
6,192,165 
6,192,166 


CLASS 383 
6,190,043 
6,190,044 
6,190,045 


CLASS 385 
6,192,167 
6,192,168 
6,192,169 
6,192,170 
6,192,171 
6,192,172 
6,192,173 
6,192,174 
6,192,175 


6,192,181 


CLASS 386 
6,192,182 
6,192,183 
6,192,184 
6,192,185 
6,192,186 
6,192,187 
6,192,188 
6,192,189 





6,192,190 
6,192,191 

CLASS 392 
6,192,192 


CLASS 395 
6,190,058 


CLASS 3 
2,193 
2,194 
.195 
.196 


| 8 


a4 


66 


77 

82 

105 

165 

227 

253 

306 

348 

CLASS 406 

120.01 6,190,065 
6,190,066 

207 6,190,067 

472 6,190,068 

615.2 6,190,069 

6363 6,190,070 

708 6,190,071 
6,190,072 


“LASS 401 
6,190,073 
6,190,074 
6,190,075 
6,190,076 
6,190,077 
6,190,078 
6,190,079 

CLASS 403 
6,190,080 
6,190,081 
6,190,082 
6,190,083 

CLASS 404 
6,190,084 
6,190,085 
6,190,086 
6,190,087 

CLASS 405 

RE. 37,061 
6,190,088 


CLASS 406 
6,190,094 
CLASS 407 
6,190,095 
6,190,096 
CLASS 408 
6,190,097 
CLASS 409 
6,190,098 
6,190,099 
CLASS 410 
6,190,100 
CLASS 411 
6,190,101 
6,190,102 


CLASS 414 


6,190,112 
190,113 
190,114 
190,115 
. 190,116 


6,190,118 


CLASS 415 
5.7 6,190,119 
6,190,120 
6,190,121 
6,190,122 
6,190,123 
6,190,124 
6,190,125 


CLASS 416 
31 6,190,126 
95 6,190,127 
96 R 
oO7R 


6,190,128 
6,190,129 
6,190,130 
144 6,190,131 
228 6,190,132 
229A 6,190,133 
244R 6,190,134 
247R 6,190,135 


CLASS 417 
63 6,190,136 


|} 221 6,190,137 


| 423.3 





310 6,190,138 
313 6,190,139 
362 6,190,140 
6,190,141 
523 6,190,142 
570 6,190,143 
571 6,190,144 


CLASS 418 
55.1 6,190,145 
55.2 6,190,146 
55.3 6,190,147 
55.6 6,190,148 
94 6,190,149 


CLASS 419 
66 6,190,605 


CLASS 420 
6,190,606 


CLASS 422 
6,190,607 


6,190,615 
6,190,616 
6,190,617 
6,190,618 
6,190,619 
6,190,620 
6,190,621 
6,190,622 
6,190,623 
6,190,624 


CLASS 423 
6,190,625 


6,190,635 
6,190,636 
6,190,637 
6,190,638 
6,190,639 


CLASS 424 
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6,190,660 6,190.7 CLASS 432 7 190,937 6,191,049 
, ‘ 91, 
6,190,661 6,190. 6,190,164 190.938 6,191,050 


rT 5) 

pyres 6,190, ’ * . 190.939 6.191.051 
» 190,663 20 6.190 CLASS 433 190,940 6,191,052 
6.190.1¢ 190,941 ‘ 6.191.053 
6.190.166 ! 190,942 6,191,054 


190.664 6,190.7 
90,665 : 6,190,7 
190.666 5 190.762 "100 16 190,943 
190,667 32 190,7 6190. ‘ 190,944 CLASS 439 
190.670 55 1007 21 6,190,171 : papal v150, 181 
190.67] . 190.7 190,171 " poe 190,182 
aa 1D, /O8 a * ’ 190,948 5.190.183 
se 5 CLASS 434 ¢ .190,949 190,184 
5,196,674 ; 6,190.17 190,950 190,185 
eae : 6.190.173 190.951 : 190,186 
vend .190, 174 190,952 7 190,187 
apn 190, | 7 6,190,953 190,188 
pened - » . 190.176 ‘ 190,954 190.189 
190.678 J ‘ 7 3 190,955 21% .190,190 
ISOA79 f 190, 307 92.215 190,956 190,191 
hone b 5 3 rT 24 190,957 292 190,192 
19 1 190,778 | 190,958 33 190,193 
190,682 ),.77 CLASS 435 24 », 190,956 3 5,190,194 
grees . 6.190.856 1,190,961 4 3 .190.196 
190.686 6,190,857 ’ 5,190,962 | : 190,197 
aoe 6.190.858 c -190,963 190,198 
eerie 190.859 ¢ 190,964 190,199 
190,688 190,860 } 190,965 | 190,200 
190.6: y 190.861 ? 190,966 6,190,201 
190.9! | wane 190,862 | 6,190,967 | 57 190.202 
— ss 190.863 | 259 190,968 . 190,203 
coe — t 190.864 190,969 190,204 
re y 190.865 2 190,970 190,205 
pre 190,866 | 2 190,971 8 190,206 af a 
reed CLASS 429 190.867 | 275 190,972 ; »,190,20 CLASS 460 
acres | 12 6,190.7 190.868 190,973 666 190,208 6,190.2 
6,190,697 6,190 a aa 190.975 190.210 any 
pe : 190 ? 6,190,870 : ae 
6 sse,ans rs re 190.871 190.976 211 | CLASS 463 
6.190.700 { 6,190, : a 190,213 rin 
6,190,701 6,190.7 190.979 pt O.2tS 6.1% 
6,190,702 | | 6.190. 190,980 5 , ee 
6.190.703 6.190 190,981 
6.190 — 6190.8 190,982 CLASS 440 CLASS 464 
, = nao | 190.878 190,983 6 6,190,216 
CLASS 425 ; 6,190,801 | 73, 190.879 190.984 | 52 6,190,217 
6 eat 5 6.1% .190,880 190.985 6,190,218 
one 6,190,804 190,881 190,986 6,190,219 
6,190,152. | pif "190.882 190.987 6,190,220 
ey u 6 190 806 190,883 190,988 6,190,221 
190,154 . 190.884 190,989 i ea 
6,190.15 190,885 190,990 | CLASS 441 
= CLASS 430 6,190,886 190,991 | 82 6,190,222 
ms 5 6,190,807 | 190,887 rhc “LASS 
CLASS 426 | 6.190.808 | 190,888 190,993 CLAS 4 
6,190,809 6,190,889 190,994 | 6,191,055 
190,995 6,191,056 


6,190,705 6.190.810 "190,890 
on 6,190,811 | | .190,891 190,996 6,191,057 
19 6. R12 | 90.892 190,997 - . 
.190,7 om 813 | 190.893 190,998 CLASS 445 
ey 6,190,814 : 190,894 190,999 | 2 6,190,223 
oe 6.190.815 190.895 191,000 6.190.224 
pow 4 190.896 191,001 a 
1. e198? | I 190,897 191,002 CLASS 446 
190.7 6.190.818 190,898 191,003 6,190.22 
6,190,71 37 6.190.819 | 2 190,899 191,004 6,190.22 
190, 6.190.820 "190.900 191,005 6,190.22 
190.716 6.190.821 252 ‘190,901 191,006 6,190, 
6,190,822 2.33 "190.902 191,007 | 2 6,190.2 
190.823 : 190,903 191,008 | 3 6,190,230 
190,824 | 190,904 191,009 6,190,231 
: 825 190.905 191.010 ‘ Ps 
cond "190.906 191.011 CLASS 450 
. 190,827 190,907 191.012 6,190,232 
1 2 190,908 191,013 7 un 
"190.829 "190.909 191.014 CLASS 451 
190.910 191,015 | 6,190,233 
190.911 191,016 6,190,234 6,190.2 
190,912 191,017 190,235 6.190, 
190.913 191,018 6,190,284 
6,190,728 : : 3 190.914 191,019 190.237 6,190.28 
6,190,729 190.83 ‘ .191,020 190.238 6,190.2! 
6,190,730 | 190.836 436 191,021 190,239 asia 
6,190,731 . 190.8 | s iehois 191022 “ "190.240 CLASS 482 
6,190,73 190.87 6.190.916 191,023 190.241 190.2 
6,190, 2 6 190,83 6,190,917 191,024 190.242 190,2 
6.19078 6,190,840 | 63 6.190.918 191,025 IZ 
6,190, 6.190.841 6,190,919 191,026 190.2 me 
6.190 6,190,842 6,190,920 191,027 7 190.248 .190,2 
6,190.7: 6,190,843 | 6,190,921 191,028 "190. 190 
84 6 191,029 6,190, 


6,190,844 190,922 ic a ili 
6,190,845 6,190,923 191,030 CLASS 452 ’ i 
191,031 6.190.2 CLASS 483 


6,190,846 ———- 
6.190.847 CLASS 437 191,032 3 6190.2 6.1902 
6,190,848 | 6,190,179 191,033 6,190.2 ee 
6.190.849 ; 191,034 6190.2 CLASS 492 ; 
6.190.850 4 438 191,035 ) 6,190,295 
6,190,851 | 3 6,190,924 191,036 CLASS 454 — 
6,190,852 .190,925 191,037 : 6.190.25 CLASS 493 
6,190,853 .190,926 191,038 i 6,190,296 
6,190,854 | 8 190,927 191,039 CLASS 455 6,190,297 
, 190,928 191,040 6,192.2 5 6,190,298 
6.190.748 = 6.190.929 191,041 61922 ; 6.190.299 
6.190.749 CLASS 431 190.930 191,042 6192 
6,190,750 6,190,158 | 2 190,931 191,043 “192.216 CLASS 494 
6,190,751 6,190,159 190,932 191,044 *192-2 i 6,190,300 
6,190,752 6,190,160 190,932 191,045 : 
.191,046 ) : CLASS 501 


ao 


ADADRADAMHANS 


190,872 
190,873 
190,874 
}90.875 
190,876 


ARAAAD 


6,190, 


ARRAD 


AA AAAAAAAARAAAHAD 


ana 


AABAAS 


CLASS 427 CLASS 477 
6,190,725 
6,190,726 
6,190,727 


ARAARAGRSH 
AAARARAD 


ARAM 


+ewyo= 
SARE 
= whe 


Lis 
—t 


DA AAAAAAAAAARAAAAAAAARAAMD 


6,190,753 6,190,161 190,934 
6,190,754 6,190,162 i 190,935 3 6,191,047 | ‘ 3 6,191,058 
6,190,755 6,190,163 .190,936 6,191,048 192.22 6,191,059 


Wd wt — oO 
Ato Ato 
hen 
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CLASS 502 | = re 250 | 2 - _—_ CLASS 703 
9 ; +. . . 190,375 > 
pene 6,191, | 33 q CLASS 585 190,376 ree 
6.191.062 6.191, 354 191,25 I 6,191, 190,377 
6,191,063 6,191, 6,191, 190,378 
6,191,064 6,191, 6,191 190,379 
6.191.065 | 4 6.191, 300 191, 6,191, 190,380 
; 191, 32 191, ers 190,381 CLASS 704 
oan | 2 191, 329 191,256 | CLASS 588 190,382 | > 192 
6.191.068 | > 191, 191,25 6,190, 190,383 ( 192.3 
| 191 ‘ : : 190,384 | 6192. 
CLASS 503 191 191, CLASS 600 190,385 192, 
6.191.069 | 1911 190,386 "192, 
191 190,387 192.7 
CLASS 504 ? 191, 190,388 : "19233 
6,191,070 | 772-4 6,191, 190,389 | 3; 192, 


6,191,071 +1 ASS 190,390 192. 
6.191,072 CLASS 516 190,391 6,192, 
100 6,191, 


190,392 
392 6,192 
CLASS 5¢ ee ee 92, 
: 6 A 073 CLASS 518 sisal 190,394 oc 
6.191.074 | 795 6,191, CLASS 536 190.395 om 
6,191,075 6,191,175 roe 190,396 CLASS 705 


Y ‘ : 190,397 192 

CLASS 507 CLASS 521 6.191, 190,398 6,192,345 
< 7 48 6,191 3.3 6.191,2 190,399 “197° 

6,191,076 , 2 190. aes 

48.5 6,191, 7 6.191 6,192,34 


190,400 - 
-™ < ’ 6,192,348 
CLASS 508 50 om. 1 6,191,2 , 22 .190.401 6.192 349 


CLASS 540 CLASS 607 6,192,350 
CLASS 706 


DAAARA AAA AA AAA DARAAAAAAAAHAM 


6,191,077 | !I4 
an 

rey CLASS 522 
6,191,080 6,191, 
6,191,081 6,191, 
6,191,082 | 2 6,191, 
6,191.1 

CLASS 510 6,191 
6,191,083 | 8 6,191, 
6,191,084 | 8: 6,191, : aa 

6,191,085 6,191, 190,32 192.28 CLASS 707 
6 191.087 ro “191, 190323 | CLASS 623 ‘ Si903s 
6,191,088 | 105 6,191, a 192,35 
6.191.089 | 11 6.191 y ae 6,190,403 
istene | 1° S191. + 00 324 ‘ 6,190,404 
6.191,091 : "190. : 
6,191,092 | 122 6.191, : 191,281 "190,325 pend 
6,191,093 | 201 6,191,193 : 190.32 canes 
6.191,094 | 212 6,191, 3 i 190.327 , | oo 
6,191,095 | 456 6,191, .191,2 532 6 190. 190.4 
6,191,096 ! BI 458.366 


6.191.097 | CLASS 524 4 "191,286 | 5 6,190,330 6, 
6,191,098 | 13 6,191, . = 6,190,331 ~$ 

6.191.099 | 7! CLASS 549 6.190.332 

6,191,100 | 80 191, 1 6,191,2 6,190,333 | | ' 
6,191,101 100 191, 1 6,191, 6,190,334 | Ys 


102 191, 6,191,2 6,190,335 : > 
CLASS 514 302 6.191, 2 

191,102 | 310 6,191, CLASS 601 
"191.103 | 317 = 6,190,336 : py engl 
191,104 439 CLASS 552 4 6.190337 | ~~ 6,190.41 


191,105 6,191, } 11s 6,190,338 ~T Ace 
191,106 “LASS 55 3 6.190.339 | CLASS 700 
191,107 CLASS 554 =n 6,192, 
191,108 6,191,293 | CLASS 602 6.180. 2 uae 
191,109 ' = 6.190.240 192. } 2 
191,110 CLASS 556 6.190.341 | > 6,192, hey 
191,111 6,191,294 6190-342 22 192,383 
191,112 6,191,295 | 6,190,343 CLASS 708 
191,113 6,191,296 6,190,344 6.192 
191,114 191 6,191,297 3 6.190.345 6.192. 
6,192, 


91,115 4 . = 6,191,334 
6.192 


191,116 191 6,191,335 
191,117 6,191,298 | 5 6,191,336 
CLASS 709 
6,192, 


DARD 


DaaAD 


19] 
191 
191 


AAA A AAA A AAAARA AD 


MRR Wt 


191 118 CLASS 525 2 6,191,299 6.191.337 
191.119 ) 6,191,217 34 6,191,300 | 55 6,191,338 
191.120 § 6,191,215 6.191.301 | 53 6,191,339 
191,121 | 95 6,191,219 | 48% 6,191,302 6,190,346 
191,122 6,191 ,22 . I 
19123 6,191.2 LASS 560 CLASS 604 
191,124 | ! 6,191,222 | 56 6,191,304 | 5 6,190,347 
191,125 a 15 6,190,348 
1 > - . oo > 7 | 
191.126 | | eh > ry CLASS 701 
11128 | 236 191,226 | CLASS 562 43 6.190.349 | 6,192,300 
129 191, 479 6,191,307 61 6.190.350 6,192,301 
"130 191,228 6.191.308 | 92 6,190,351 6,192,302 
31 191,229 | 93 190,352 . 6,192,303 
ct 3 4 CLASS 564 95 = Scenans 6,192,304 
133 | 27 191,23 218 6,191,309 | 96.01 6,190,354 6,192,305 | 393 6,192,402 
‘134 191,232 | 479 6,191,310 6,190,355 | 5 — 6,192,403 
135 | 191, : r 101.01 6,190,356 6,192,3¢ 6,192,404 
136 . CLASS 568 102.01 6,190,357 | 6,192,308 | 22 6192-4085 
137 191,235 2 6,191,311 | 6,190,358 | 9% 6,192,309 6,192,406 
138 6,191 6,191,312 | 1 6,190,359 a 2 6,192,407 
‘139 ‘ ss 6,191,313 6,190,360 | 113 6,192,311 192,40 
‘140 CLASS 526 6.191.314 6,190,361 6,192,312 | 93 192.409 
‘141 | 6,191,238 6,191,315 6,190,362 6,192,313 | 332 6,192,410 
"142 | 123 6,191,239 6,191,316 | 22 6,190,363 6,192,314 6,192,411 
j 6,191,240 6,191,317 | 25 6,190,364 | 2 6,192,315 | 2 6,192,412 
BI 886,118 6,191,318 | 6,190,365 3 6,192,413 
RE. 37,064 | 8: 6,191,319 | 6,190,366 CLASS 702 | 23 6.192414 
6,191,241 : 6,191,320 | 6,190,367 6,192,316 245 6,192,415 
6,191,242 6,191,321 6,190,368 | § 6,192,317 6,192,416 
6,191,243 6.191,322 | 3 6,191,340 | 65 6,192,318 | 6,192,417 
6,191,244 | 881 6,191,323 | 3 6,191,341 6,192,319 6,192,418 
6,191,245 6,191,324 01 6,190,369 | 6,192,320 6,192,419 
348.5 6,191,246 | 932 6,191,325 6,190,370 | 6,192,321 
23 6,190,371 6.192.322 | CLASS 710 
CLASS 528 CLASS 570 | 6,190,372 6,192,323 6,192,420 
30 6,191,247 | 142 6,191,326 y 6,192,324 6,192,421 
68 6,191,248 | 172 6,191,327 CLASS 606 6,192,325 6,192,422 
196 6.191.249 | 180 6,191,328 6,190,373 6,192,326 | 6,192,423 


ADAAAAARHNMNS 


DDAAAAARDAAARAARAAARAAADAD 





6,192,424 
6,192,425 
6,192,426 
6,192,427 
6,192,428 
6,192,429 
6,192,430 
6,192,431 
6,192,432 
6,192,433 
6,192,434 
6,192,435 
6,192,436 
6,192,437 
6,192,438 
6,192,439 
6,192,440 
6,192,441 
6,192,442 


112 
133 
135 
141 


146 
154 
173 
206 


220 


CLASS 711 
6,192,443 
6,192,444 
6,192,445 
6,192,446 
6,192,447 
6,192,448 
6,192,449 
6,192,450 
6,192,451 
6,192,452 
6,192,453 
6,192,454 
6,192,455 
6,192,456 
6,192,457 
6,192,458 
6,192,459 


| 
} 
| 
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CLASS 712 


6,192,460 
6,192,461 
6,192,462 
6,192,463 
6,192,464 
6,192,465 
6,192,466 
6,192,467 
6,192,468 


CLASS 713 


2 
165 
168 


171 


6,192,469 
6,192,470 
6,192,471 
6,192,472 
6,192,473 
6,192,474 


6,192,475 6,192,492 
6.192.476 | 6,192,493 
6,192,477 | 6,192,494 
6,192,478 | 6,192,495 
6,192,479 | 6,192,496 
6.192.480 | 6,192,497 
6,192,481 | 6,192,498 
6,192,482 | 7 6,192,499 

6,192,500 


CLASS 714 } 6,192,501 


6,192,483 | 6,192,502 
6,192,484 | 6,192,503 
6,192,485 

6,192,486 CLASS 716 
6,192,487 6,192,504 
6,192,488 | 6,192,505 
6,192,489 | 6,192,506 
6,192,490 q 6,192,507 
6,192,491 6,192,508 


CLASSIFICATION OF DESIGNS 





437,671 
437,672 
437,673 


437,674 | 
437,675 | 


437,676 


437,677 | 
437,678 | 
437,679 | 
437,680 | 


437,681 
437,682 
437,683 


437,684 | 


437,685 
437,686 
437,687 


437,688 | 
437,689 
437,690 | 


437,691 


437,692 | 
437,693 | 
437,694 | 
437,695 | 
437,696 | 
437,697 | 


437,698 


437,699 | 


437,700 
437,701 


437.702 | 
437.703 | 


437,704 
437,705 
437,706 


437,707 | 
437,708 | 
437,709 | 


437,710 
437,711 


437.712 | 


437,713 
437,714 


437,715 | 


437,716 
437,717 


437,718 | 


437,725 


437,726 | 


437,727 
437,728 


437,729 | 


437,730 
437,731 











287 


437,806 | 


437,807 
437,808 


437,809 | 
437,810 | 


437,811 
437,812 
437,813 


437,814 | 
437,815 | 
437,816 | 
437,817 | 
437,818 | 
437,819 | 


437,820 
437.821 
437,822 


437.823 | 


437,833 51 437,888 | 


437,834 | 437,889 


437,835 | 437,890 | 


437,836 437,891 


437.837 437,892 | 


437,838 437,893 


437,839 437,894 | 


437,840 437,895 
437,841 | 3 437,896 


437,842 | 437,897 | 


437,898 


437.899 | 


437,900 
437,901 


437,902 | 


437,903 
437,904 
437,905 
437,906 


437,907 | 
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15 6,192,509 
21 6,192,510 


CLASS 717 
6,192,511 
6,192,512 
6,192,513 
6,192,514 
6,192,515 
6,192,516 
6,192,517 
6,192,518 


CLASS 800 
10 6,191,342 


| 274 6,191,343 


320.1 6,191,344 
6,191,345 


D25— 22 437,942 
437,943 
437,944 
437,945 
437,946 
437,947 
437,948 
437,949 
437,950 
437,951 
437,952 
437,953 
437,954 
437,955 
437,956 
437,957 
437,958 
437,959 
437,960 
437,961 
437,962 
437,963 
437,964 
437,965 
437,966 
437,967 
437,968 
437,969 
437,970 
437,971 
437,972 
437,973 
437,974 
437,975 
437,976 
437,977 
437,978 
437,979 
437,980 
437,981 
437,982 
437,983 
437,984 
437,985 





11,782 


360 


11,785 | 
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(U.S. States, Territories and Armed Forces, and the Commonwealth of Puerto Rico) 


Kansas.. ‘ Pennsylvania .. 
Puerto Rico 
Rhode Island 
South Carolina 
PI ictasisessinstssvceonssccceaciasesons a yle South Dakota 
California Massachusetts .......... Tennessee 
Collective Indicator for Marshall Michigan . aston Texas .. 
Islands, Federated States of Minnesota.. om : Utah.. 
Micronesia, and U.S. Minor Mississippi Vermont... iene oe 
Outlying Islands................0000+ Missouri Virginia ........ reiepecdicitiacessactocsbeslemiets 
Colorado Montana NN NE otosccccccticscinideccnctcteecsens 
Connecticut .. in : Nebraska Washington 
Delaware ... = Nevada ; West Virginia . 
District of Columbia............ ma New Hampshire Wisconsin 
New Jersey “ Wyoming... a A we 
New Mexico : ay I acess sesepanemononvasecsines 57 


North Dakota . 
Ohio.... 


(First number in listing denotes location according to above key. Refer to patent number in body of the Official Gazette to obtain details as to inventor 
name, location, etc.) 








PATENTS 





ol 6,189,315 | 6,189,299 6,190,173 6,190,579 6,191,169 6,191,663 
6,189,376 | 6,189,327 6,190,214 | 6,190,585 | 6,191,170 | 6,191,664 
6,190,045 | 6,189,349 | 6,190,233 | 6,190,610 | 6,191,202 | 6,191,676 
6,190,176 6,189,371 | 6,190,234 | 6,190,616 6,191,258 | 6,191,688 
6,190,727 6,189,373 6,190,236 6,190,619 6,191,260 6,191,706 
6,191,290 6,189,374 6,190,239 6,190,629 6,191,266 | 6,191,714 
6,189,614 6,189,381 6,190,249 6,190,654 | 6,191,269 6,191,719 
6,189,154 6,189,382 6,190,264 6,190,663 6,191,273 6,191,720 
6,189,222 6,189,397 | 6,190,268 6,190,681 6,191,278 | 6,191,721 
6,189,277 6,189,443 6,190,271 6,190,691 6,191,368 6,191,724 
6,189,319 | 6,189,454 6,190,272 6,190,723 | 6,191,376 6,191,731 
6,189,556 6,189,458 6,190,303 6,190,743 6,191,379 | 6,191,740 
6,189,601 6,189,482 6,190,305 6,190,749 6,191,382 | 6,191,750 
6,189,805 | 6,189,483 | 6,190,311 6,190,752 | 6,191,390 6,191,751 
6,189,859 6,189,484 | 6,190,314 | 6,190,764 | 6,191,393 6,191,757 
6,190,065 6,189,489 | 6,190,321 6,190,799 | 6,191,407 6,191,759 
6,190,118 6,189,505 6,190,323 | 6,190,860 | 6,191,419 6,191,772 
6,190,199 | 189,533 6,190,331 | 6,190,864 | 6,191,430 6,191,774 
6,190,379 | 4 34 6,190,332 6,190,869 6,191,433 6,191,781 
6,190,419 189,52 | 6,190,335 | 6,190,870 6,191,460 | 6,191,786 
6,190,426 | 189,55 6,190,343 | 6,190,873 | 6,191,472 | 6,191,793 
6,190,590 | 189,570 | 6,190,344 | 6,190,876 | 6,191,473 6,191,794 
6,190,737 | 189,592 6,190,345 | 6,190,885 6,191,477 | 6,191,801 
6,191,043 | 189, 6,190,346 6,190,892 | 6,191,478 | 6,191,822 
6,191,086 189,626 | 6,190,350 6,190,897 | 6,191,481 | 6,191,846 
6,191,355 | 189,647 6,190,351 | 6,190,898 | 6,191,483 6,191,850 
6,191,359 | 189,685 | 6,190,353 6,190,899 6,191,504 6,191,856 
6,191,399 | 189, | 6,190,357 6,190,908 | 6,191,515 6,191,874 
6,191,412 | 189,725 | 6,190,360 6,190,919 6,191,519 6,191,878 
6,191,542 189, | 6,190,368 | 6,190,920 6,191,534 | 6,191,891 
6,191,549 | | 6,190,373 6,190,927 6,191,547 | 6,191,904 
6,191,715 6,189,774 6,190,381 | 6,190,933 6,191,569 | 6,191,909 
6,191,728 6,189,783 | 6,190,382 6,190,936 6,191,593 | 6,191,918 
6,191,733 | 6,189,811 6,190,387 6,190,952 | 6,191,600 | 6,191,921 
6,192,044 6,189,828 | 6,190,388 6,190,966 6,191,601 | 6,191,931 
6,192,158 | 6,189,832 6,190,389 6,190,968 6,191,603 | 6,191,969 
6,192,165 | 6,189,835 | 6,190,396 | 6,190,973 | 6,191,607 6,191,970 
6,192,240 | 6,189,842 | 6,190,406 | 6,190,978 | 6,191,608 | 6,191,976 
6,192,449 | 6,189,870 6,190,410 | 6,190,980 6,191,609 6,191,997 
6,192,463 | 6,189,899 | 6,190,415 6,190,985 | 6,191,610 6,191,998 
6,190,138 6.189.914 | 6,190,425 | 6,191,011 | 6,191,611 | 6,192,017 
6,190,140 | 6,189,933 6,190,431 6,191,012 6,191,612 | 6,192,026 

RE. 37,060 6,189,939 | 6,190,480 | 6,191,026 6,191,613 6,192,028 
6,189,159 6,189,947 | 6,190,484 6,191,030 6,191,614 6,192,038 
6,189,172 6,189,995 | 6,190,496 6,191,034 6,191,618 6,192,041 
6,189,186 | 6,190,037 6,190,509 | 6,191,036 | 6,191,622 | 6,192,052 
6,189,231 6,190,040 6,190,511 6,191,044 6,191,629 | 6,192,053 
6,189,240 6,190,048 6,190,513 6,191,046 6,191,637 6,192,054 
6,189,250 | 6,190,062 | 6,190,536 6,191,103 6,191,641 6,192,059 
6,189,251 | 6,190,079 | 6,190,539 | 6,191,106 6,191,642 6,192,064 
6,189,256 | 6,190,103 6,190,540 | 6,191,112 | 6,191,643 | 6,192,071 
6,189,261 | 6,190,113 6,190,556 | 6,191,119 | 6,191,648 | 6,192,073 
6,189,272 6,190,117 6,190,558 6,191,127 | 6,191,652 | 6,192,075 
6,189,276 | 6,190,165 6,190,565 | 6,191,162 | 6,191,658 6,192,087 
6,189,286 | 6,190,168 6,190,569 | 6,191,168 | 6,191,662 6,192,093 
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6,192,112 
6,192,113 
6,192, 
6,192.13 


192, 
192,37 
.192,3 
.192,3 
192, 
192, 
. 192,397 
. 192,401 
192,407 
192,411 
192,418 
192,419 
192,423 
192,424 
192,428 
192,431 
192,433 
192,434 
6,192,436 
6,192,439 
192,440 
192,445 
192,455 
192,456 
192,464 
192,467 
192,475 
. 192,476 
192,477 
192,481 
192,483 
192,492 
. 192,497 
192,499 
. 192,500 
. 192,509 
192,513 
192,514 
192,515 
192,516 
BI 484,472 
6,189,226 
6,189,351 
6,189,388 
6,189,471 
6,189,518 
6,189,525 
6,189,615 
6,189,668 
6,189,694 
6,189,824 
6,189,905 
6,189,922 
6,189,944 
6,190,267 
6,190,326 
6,190,341 
6,190,383 
6,190,395 
6,190,625 
6,190,658 
6,190,877 
6,190,926 
6,191,341 
6,191,496 
6,191,570 
6,191,572 
6,191,651 
6,191,683 
6,191,712 
6,191,791 
6,191,901 
6,191,917 
6,191,919 
6,191,925 
6,192,001 
6,192,027 
6,192,048 
6,192,103 
6,192,111 
6,192,121 
6,192,122 
6,192, 


6. 
6 
6. 
6. 
6. 
6. 
6. 
6. 
6. 
6. 
6. 
6. 
6. 
6. 
6. 
6. 
6. 
6. 
6 
6. 
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192,410 
192,444 
192,448 
192,496 
189,156 
189,477 
189,488 
189,833 
189,836 
189,883 
189,900 
189,932 
189,969 
190,124 
190,256 
190,297 
190,401 
190,482 
190,657 
190,868 
191,121 
191,157 
191,185 
191,199 
191,200 
191,209 
191,236 
191,242 
191,286 
191,404 
191,428 
191,588 
191,687 
191,899 
192,061 
192,167 
192,287 
192,295 
192,337 
192,349 
192,466 
192,473 
190,731 
191,159 
191,190 
191,231 

6,191,311 

6,189,311 

6,192,128 

6,192,168 
BI 970,856 
RE. 37,061 

6,189,149 
. 189,155 
189,170 
189,188 
189,247 
189,257 
189,264 
189,273 
189,419 
189,436 


SS DD DD DN DD DDD DDD DD DDD DDD DDD DA DD DDD DDD D 


DARD ARAAD ARO 


6,189,700 
6,189,799 
6,189,855 
6,189,909 
6,189,934 
6,190,020 
6,190,082 
6,190,150 
6,190,219 
6,190,232 
6,190,265 
6,190,333 
6,190,375 
6,190,398 
6,190,399 
6,190,554 
6,190,682 
6,190,684 
6,190,718 
6,190,884 
6,191,001 
6,191,246 
6,191,287 
6,191,365 
6,191,536 
6,191,541 
6,191,563 
6,191,682 
6,191,886 
6,191,968 
6,191,980 
6,192,089 
6,192,135 
6,192,260 
6,192,279 
6,192,290 
6,192,340 
6,192,346 
BI 813,366 
6,189,183 
6,189,219 
6,189,279 
6,189,478 
6,189,702 
6,189,706 


189,734 
189,777 
189,790 
189,792 
190,083 
190,189 
190,250 
190,420 
190,441 
190,735 
190,758 
191,148 
191,947 
192,086 
192,114 
192,169 
190,180 
189,582 
189,709 
189,762 
189,772 
189,876 
190,223 
190,494 
190,894 
190,929 
190,930 
190,945 
190,965 
190,972 
190,989 
190,992 
190,996 
191,037 
191,040 
191,047 
191,443 
191,444 
191,474 
191,616 
191,864 
191,982 
192,002 
.192, 
192 
192, 
192,478 
192,480 
192,495 
189,168 
189,193 
189,254 
189,290 
189,297 
189,313 
189,347 
189,378 
189,390 
189,423 
, 189,457 
189,487 
189,511 
189,559 
189,662 
189,699 
189,704 
189,807 
189,896 
189,964 
189,967 
189,976 
190,078 
190,107 
190,119 
190,188 
190,197 
190,255 
190,280 
190,334 
190,450 
190,534 
190,535 
190,562 
190,563 
190,609 
190,623 
190,624 
190,670 
190,701 
190,705 
190,706 
190,783 
190,855 
191,075 
191,087 
191,115 
191,140 
191,194 
191,196 
191,204 
.191,285 
6,191,323 
6,191,331 
6,191,576 
6,191,583 
6,191,626 | 
6,191,738 | 
6,191,780 | 
6,192,029 
| 


ADAAAABAAARAAAANH 


PAADADARANRANA MAD 


DADRDAARAARS 


DADO 


DAD AAAAAARAARAAAO 


ADA AA AA AAA AAA AA AAA AAA AAAAAAAAAAAAAAAAAAAH 


6,192,037 
6,192,040 
6,192,115 


6,189,370 
6,189,424 
6,189,437 
6,189,497 
6,189,567 
6,189,569 
6,189,581 

6,189,635 
6,189,689 
6,189,970 
6,190,023 
6,190,133 
6,190,200 
6,190,349 
6,190,371 

6,190,392 
6,190,487 
6,190,661 

6,190,698 
6,190,745 
6,190,918 
6,191,022 
6,191,102 
6,191,166 
6,191,506 
6,191,744 
6,189,253 
6,189,435 
6,189,549 
6,189,788 
6,189,820 
6,189,955 
6,190,462 
6,190,636 
6,190,889 
6,191,345 
6,191,398 
6,191,574 
6,191,839 
6,192,108 
6,192,281 

6,192,321 

6,192,400 
6,189,228 
6,189,285 
6,189,303 
6,189,152 
6,189,179 
6,189,431 

6,189,468 
6,189,847 
6,190,002 
6,190,397 
6,190,492 
6,191,065 
6,191,389 
6,191,678 
6,191,732 
6,189,554 
6,189,586 
6,189,618 
6,190,089 
6,190,248 
6,190,551 

6,191,307 
6,192,271 

6,189,158 
6,190,548 
6,190,878 
6,189,214 
6,189,217 
6,189,304 
6,189,305 
6,189,463 
6,189,475 
6,189,584 
6,189,627 
6,189,714 
6,189,813 
6,189,980 
6,190,097 
6,190,340 
6,190,363 
6,190,403 
6,190,433 
6,190,440 
6,190,491 

6,190,656 
6,190,669 
6,190,730 
6,190,856 
6,190,859 
6,191,117 
6,191,125 
6,191,136 
6,191,261 
6,191,279 


6,192,413 
6,189,229 
6,189,282 
6,189,356 
6,189,448 
6,189,504 
6,189,611 
6,189,651 
6,189,690 
6,190,129 
, 190,190 
190,192 
190,308 
190,315 
, 190,330 
190,352 
. 190,380 
190,550 
6,190,559 
6,190,602 
6,190,612 
6,190,634 
6,190,649 
6,190,720 
6,190,800 
6,190,839 
6,190,861 
, 190,874 
, 190,880 
. 190,887 
190,893 


6,192,408 
6,192,415 
6,192,426 
6,192,491 
6,192,517 
6,189,177 
6,189,178 
6,189,267 
6,189,270 


6,189,360 
6,189,386 
6,189,394 
6,189,406 
6,189,408 
6,189,409 
6,189,413 
6,189,480 
6,189,492 
6,189,493 
6,189,495 
6,189,513 


6,189,705 
6,189,716 
6,189,717 
6,189,732 
6,189,737 
6,189,748 
6,189,802 
6,189,804 
6,189,819 
6,189,851 
6,189,902 
6,189,910 
6,189,916 
6,189,920 
6,189,929 
6,189,935 
6,189,949 


6,189,953 
6,189,959 
6,189,961 
6,189,972 
190,027 
190,030 
190,094 
190,136 
190,137 
190,260 
190,391 
6,190,442 
6,190,523 
6,190,782 
6,190,802 
6,190,901 
6,191,124 
6,191,134 
6,191,143 
6,191,201 
6,191,211 
6,191,245 
6,191,315 
6,191,381 
6,191,384 
6,191,413 
6,191,579 
6,191,703 
6,191,746 
6,192,123 
6,192,284 
6,192,302 
6,192,315 
6,192,319 
6,192,324 
6,192,345 
6,192,518 
RE. 37,054 
6,189,234 
6,189,244 
6,189,249 
6,189,271 
6,189,439 
6,189,440 
6,189,536 
6,189,543 
6,189,568 
6,189,707 
6,189,843 
6,189,849 
6,190,111 
6,190,290 
6,190,306 
6,190,310 
6,190,324 
6,190,327 
6,190,354 
6,190,355 
6,190,359 
6,190,386 
6,190,394 
6,190,407 
6,190,432 
6,190,547 
6,190,591 
6,190,594 
6,190,672 
6,190,717 
6,190,757 
6,190,826 
6,190,838 
6,191,055 
6,191,120 
6,191,123 
6,191,180 
6,191,334 
6,191,499 
6,191,510 
6,191,556 
6,191,867 
6,191,912 
6,191,924 
6,191,926 
6,191,954 
6,191,956 
6,192,181 
6,192,273 
6,192,275 
6,192,278 
6,192,280 
6,192,354 
6,192,368 
6,192,383 
6,192,417 
6,192,450 
6,192,457 
6,192,490 
6,190,716 
6,191,636 
6,189,221 
6,189,295 
6,189,407 
6,189,432 
6,189,546 
6,189,698 
6,189,740 
6,189,756 
6,189,864 
6,189,869 
6,190,110 
6,190,172 
6,190,461 
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6,190,526 6,192,154 .191,697 6,190,258 6,190,365 6,189,683 
6,190,631 6,192, | 191,747 6,190,261 6,190,385 6,189,722 
6,190,641 177 191,752 6,190,299 6,190,436 6,189,745 
6,190,779 .192,2 J 6,190,408 | 6,190,439 6,189,789 
6,190,902 192 191,815 6,190,438 | 6,190,448 6,189,848 
6,191,203 ; - 191,83 6,190,466 6,190,524 6,189,866 
6,189,538 ‘ 191, 6,190,468 6,190,525 6,189,886 
6,189,652 \ 7 | 191, 6,190,471 6,190,542 6,189,888 
6,191,176 ; : 191,92 6,190,586 6,190,568 6,189,894 
RE. 37,055 192, .191,92 6,190,598 6,190,581 | 6,190,042 
6,189,897 192, 191,93 6,190,628 | 6,190,642 6,190,044 
6,191,598 192,498 .191,952 6,190,644 6,190,696 6,190,091 
6,191,799 | .192,5 191,95 6,190,673 | 6,190,733 | 6,190,134 
6,192,069 | 35 6,189,42 191, 6,190,674 6,190,775 | 6,190,179 
6,189,198 | 6,190,022 192, 6,190,675 6,190,776 6,190,288 
6,189,208 6,191,861 | .192, 6,190,678 6,190,881 6,190,304 
6,189,415 6,192,171 .192, 6,190,738 6,190,907 | 6,190,312 
6,189,529 6,189,171 .192, 6,190,751 6,190,912 6,190,404 
6,189,598 6,189,175 192,155 6,190,806 6,191,017 6,190,514 
6,189,808 6,189,325 .192, 6,191,057 6,191,066 | 6,190,518 
6,190,025 6,189,333 192,179 6,191,059 | 6,191,079 6,190,522 
6,190,313 6,189,340 192,193 6,191,068 6,191,131 6,190,533 
6,190,322 6,189,342 .192, 6,191,093 6,191,142 6,190,617 
6,190,377 6,189,366 . 192,195 6,191,109 6,191,145 6,190,732 
6,190,378 6,189,474 .192,2 6,191,154 6,191, 6,190,796 
6,190,476 6,189,490 a 6,191,197 | 6,191, 6,190,882 
6,191,936 6,189,519 192,317 6,191,206 191, 6,190,939 
6,192,216 6,189,535 192 6,191,213 | 191,215 6,191,014 
6,192,404 6,189,710 .192,3 6,191,217 .191,2 6,191,021 
6,192,460 6,189,718 .192, 6,191,385 .191, 6,191,032 
6,189,248 6,189,736 .192, 6,191,386 .191,2 6,191,033 
6,189,252 6,189,746 192,482 6,191,422 1913 } 6,191,074 
6,189,292 6,189,747 192, 6,191,605 191.3 6,191,076 
6,189,330 6,189,838 ‘ 6,192,034 191, | 6,191,108 
6,189,341 6,189,907 ‘ 6,192,104 | 6,191,126 
6,189,417 6,189,968 . 6,192,106 | 6,191,500 6,191,238 
6,189,675 6,189,991 189,210 6,192,176 6,191,527 6,191,239 
6,189,727 6,189,993 189,246 6,192,283 6,191,559 6,191,257 
6,189,764 6,190,033 189,411 BI 886,118 6,191,694 6,191,310 
6,189,776 6,190,061 189,455 6,189,187 6,191,754 
6,189,785 6,190,075 189,594 | 6,189,392 6,191,946 
6,189,793 6,190,120 189,655 | 6,189,510 6,191,963 
6,189,857 6,190,127 189,692 6,189,563 6,192,033 
6,189,868 6,190,131 189,755 | 6,189,839 6,192,116 
6,189,889 6,190,152 . 189,766 6,190,050 6,192,143 
6,189,931 6,190,167 . 189,787 6,190,141 6,192,362 
6,190,043 6,190,218 | 189,962 6,190,348 6,192,406 
6,190,055 6,190,231 | 190,092 6,190,552 6,192,414 
6,190,155 6,190,245 | 190,096 | 6,190,652 6,192,506 
6,190,162 6,190,266 | 190,175 6,190,768 6,189,759 
6,190,185 6,190,319 190,279 6,190,857 | 6,189,911 
6,190,212 6,190,372 | 190,281 | 6,190,896 6,190,699 
6,190,220 6,190,393 190,356 6,191,064 6,191,414 
6,190,229 6,190,409 . 190,367 6,189,239 6,191,855 
6,190,270 6,190,414 . 190,483 6,189,530 6,189,189 
6,190,275 6,190,467 190,531 | 6,189,682 | 6,189,470 
6,190,292 6,190,477 190,555 | 6,189,723 6,189,473 6,191,644 
6,190,300 6,190,500 190,566 6,189,729 6,189,577 6,191,711 
6,190,336 6,190,512 190,582 | 6,189,784 6,189,599 6,191,716 
6,190,362 6,190,516 190,917 6,189,867 6,189,863 6,191,717 
6,190,427 6,190,530 191,105 6,189,887 6,190,216 6,191,730 
6,190,486 6,190,549 191,110 6,189,913 6,190,228 6,191,737 
6,190,532 6,190,584 191,147 6,190,000 6,190,402 6,191,787 
6,190,541 6,190,600 191,150 6,190,070 6,190,485 6,191,800 
6,190,577 6,190,632 191,221 6,190,287 6,191,013 6,191,847 
6,190,627 6,190,640 .191,230 6,190,293 6,191,056 6,191,883 
6,190,693 6,190,645 191,447 6,191,016 6,192,045 6,191,943 
6,190,754 6,190,659 | 191,619 6,191,050 6,190,182 6,191,945 
6,190,872 6,190,660 191,653 6,191, 6,190,490 6,191,955 
6,190,903 6,190,704 191,656 6,191,423 6,190,607 6,191,960 
6,190,913 6,190,722 191,679 6,191, 6,191,939 6,191,964 
6,190,940 | 6,190,759 191, 6,191, RE. 37,062 6,191,966 
6,191,078 6,190,771 | 191,785 6,191, 6,189,196 6,191,973 
6,191,088 6,190,792 191; 6,191,475 6,189,384 6,191,995 
6,191,089 6,190,814 191,95 6,191, 6,189,527 6,192,050 
6,191,094 6,190,815 192,032 6,191,595 6,189,703 6,192,082 
6,191,101 6,190,818 | 192,035 | 6,191,606 | 6,190,273 6,192,117 
6,191,111 6,190,822 . 192, 6,191,713 6,190,338 6,192,118 
6,191,116 6,190,827 192,22 6,191,818 6,190,342 6,192,125 
6,191, 6,190,830 192,23 6,192,079 6,190,507 6,192,196 
6,191, 6,190,831 | .192, 6,192,092 6,190,545 6,192,220 
6,191, 6,190,835 .192, 6,192,339 6,190,560 6,192,226 
6,191,2 6,190,842 | 192, | 6,192,375 6,191,098 6,192,243 
6,191, 6,190,843 192, 6,192,380 6,191,177 
6,191, 6,190,844 .192, 6,192,442 6,191,256 
6,191,358 6,190,846 | 38 189, 6,192,459 6,191,300 
6,191,35 6,190,847 | .189, | 6,189,195 6,191,391 
6,191,358 6,190,848 | 190,222 6,189,212 6,191,693 
6,191,495 | 6,190,849 | 190,252 6,189,227 6,191,893 
6,191,497 6,190,850 191, 6,189,238 6,192,325 
6,191,621 6,190,851 | 39 189, | 6,189,258 6,192,352 
6,191,623 6,190,852 | . 189, 6,189,367 6,189,150 
6,191,686 6,190,871 189, 6,189,479 6,189,203 
6,191,727 6,190,959 189, 6,189,593 6,189,209 
6,191,735 6,190,971 189, | 6,189,768 6,189,263 
6,191,739 6,190,979 | . 189,2 6,189,778 6,189,278 
6,191,798 6,190,986 | 6,189,780 6,189,383 
6,191,806 6,191,060 | 6,189,853 6,189,393 
6,191,875 6,191,085 | 189, 6,189,874 6,189,416 
6,191,877 6191151 | , 6,189,965 6,189,418 
6,191,934 6,191,224 | 6,190,035 6,189,456 
6,191,953 6,191,276 | 189, 6,190,073 6,189,459 
6,192,049 6,191,299 | 189, 6,190,122 6,189,528 
6,192,058 6,191,401 . 189,752 6,190,149 6,189,540 
6,192,070 6,191,406 189, 6,190,159 6,189,595 
6,192,072 6,191,453 189, 6,190,171 6,189,609 
6,192,074 | 6,191,458 | . 189, 6,190,191 6,189,612 
6,192,080 6,191,465 | . | 6,190,210 6,189,616 
6,192,081 | 6,191,469 | 189, | 6,190,215 6,189,619 
6,192,109 6,191,480 6,190,291 6,189,620 
6,192,110 6,191,513 6,190,347 6,189,630 
6,192,145 6,191,681 6,190,163 6,190,361 6,189,631 





GEOGRAPHICAL INDEX OF RESIDENCES OF INVENTORS 


6,189,901 6,190,988 6,192,399 | 6,190,741 192,432 
6,189,915 6,191,451 : 6,189,176 6,190,895 192,487 
6,189,924 6,191,599 6,189,275 6,190,925 .189,236 
6,189,926 6,191,628 6,189,545 6,190,963 .189,632 
6,189,927 6,191,988 6,189,553 191,104 189,720 
6,190,143 6,189,336 6,189,564 191,248 190,769 
6,190,170 6,189,537 6,189,621 191,348 191,251 
6,190,454 6,189,708 6,189,742 191,388 | 191,324 
6,190,475 6,189,721 6,189,821 191,539 189,162 
6,190,922 6,189,936 6,189,830 191,585 189,181 
6,191,410 6,190,026 6,189,837 191,594 189,259 
6,191,743 6,190,106 6,189,999 191,660 . 189,307 
6,191,913 6,190,225 6,190,390 191,710 189,425 6,191,084 
6,191,949 6,190,428 6,190,412 191,723 189, 6,191,099 
6,192,381 6,190,479 | 6,190,453 191,753 189,52: 6,191,259 
6,192,405 6,190,589 6,190,473 6,191,761 189, 6,191,344 
6,190,237 6,190,715 6,190,561 6,191,790 189,72 6,191,557 
6,190,829 6,190,626 6,191,851 189, 6,192,107 
6,190,836 191, | 6,190,653 6,192,098 | 189, | 6,192,263 
6,190,950 6,191,523 6,190,655 6,192,333 189, 6,190,049 
6,190,960 6,192,088 6,190,711 6,192,360 

6,190,961 6,192,320 6,190,740 | 6,192,422 6,190,109 


190,151 
. 190,289 
. 190,499 
. 190,506 
. 190,564 
. 190,605 
, 190,686 
. 190,726 
. 190,795 


PADPADARAADAG 
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DESIGN PATENTS 


437,700 437,884 437,948 7 437,779 | 437,927 
437,881 437,889 437,693 7 437,826 437,804 
437,899 437,891 437,685 37, 437,867 | 437,677 
437,901 437,904 437,705 | 2 : 437,882 | 437,763 
437,706 437,905 437,753 | 37, 437,943 | § 437,687 
437,672 437,906 437,775 37, } 437,956 437,736 
437,673 437,907 | 437,776 37, 437,968 | 5 437,733 
437,678 437,908 437,803 | 2 7, 437,712 437,748 
437,682 437,909 437,810 37, 437,861 437,749 
437,688 437,918 437,816 7, : 437,715 437,793 
437,690 437,920 | 437,859 437,735 437,833 
437,691 437,936 437,910 437,785 437,837 
437,692 437,937 3 437,757 437,809 437,847 
437,697 437,938 437,759 437,898 437,852 
437,707 437,940 437,772 437,957 437,853 
437,710 437,950 437,781 437,980 437,854 
437,723 437,963 437,959 437,675 437,863 
437,764 437,964 4 437,696 437,836 | 5 437,684 
437,771 437,967 | 437,972 37, 437,928 437,686 
437,788 | 437,832 | 437,671 | 37, 437.945 437,768 
437,789 437,855 437,679 37, 437,834 437,778 
437,790 437,903 437,737 37, 437,925 437,817 
437,811 437,935 437,738 37,89: 437,926 437,822 
437,815 437,976 437,780 | 37, | 437,958 | 437,915 
437,819 437,977 | 437,782 | 37, 437,984 437,921 
437,820 437,765 437,702 37,72 437,699 437,929 
437,827 437,766 437,704 | 437,862 | 437,932 
437,828 437,767 437,978 | 37,742 437,962 437,933 
437,839 437,818 | 2 437,831 | 37, 3 437,721 | 437,942 


437,844 437,890 437,902 437,752 437,970 
437,856 
437,900 


437,857 437,892 | 437,930 
437,875 437,924 | 


437,953 


PLANT PATENTS 





MARKS PUBLISHED FOR OPPOSITION 


The following marks are published in compliance with section 12(a) of the Trademark Act of 1946. Applications for the 
registration of marks in more than one class have been filed as provided in section 30 of said act as amended by Public Law 
772, 87th Congress, approved Oct. 9, 1962, 76 Stat. 769. Opposition under section 13 may be filed within thirty days of the 


date of this publication. See rules 2.101 to 2.105 


A separate fee of two hundred dollars for opposing each mark in each class must accompany the opposition 


SECTION 1.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification 
and are not an official part of the international classification. The full names of international classes are given in section 6.1 of 


the trademark rules of practice. 


The designation **U.S. Cl."* appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than 
the international class which applies to applications filed on or after that date. For adoption of international classification see 
notice in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


Application in more than one class 


SN 74-617,514. A&E TELEVISION NETWORKS, NEW YORK, 
NY. FILED 1-3-1995. 


HISTORY ALIVE 


NO CLAiM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**HISTORY”’, APART FROM THE MARK AS SHOWN. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR PRE-RECORDED VIDEOTAPES AND LASER DISCS, 
AUDIO TAPES AND DISCS CONTAINING THEMES PER- 
TAINING TO HISTORY, HISTORICAL SETTINGS, DRAMAS 
AND HISTORICAL SUBJECTS (U.S. CLS. 21, 23, 26, 36 AND 
38). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PRINTED MATTER, NAMELY, BOOKS, MAGAZINES, 
PAMPHLETS, BROCHURES, PROGRAM GUIDES, ALL CON- 
TAINING THEMES PERTAINING TO HISTORY, HISTORICAL 
SETTINGS, DRAMAS AND HISTORICAL SUBJECTS (U.S. CLS 
2, 5, 22, 23, 29, 37, 38 AND 50). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR EDUCATIONAL AND ENTERTAINMENT SERVICES, 
NAMELY CABLE TELEVISION PROGRAMMING PERTAINING 
TO HISTORY, HISTORICAL SETTINGS, DRAMAS AND HIS- 
TORICAL SUBJECTS (U.S. CLS. 100, 101 AND 107). 


SN 75-160.654. DORNIER MEDIZINTECHNIK GMBH, D-82110 
GERMERING, FED REP GERMANY. FILED 9-4-1996 


DornierMedTech 


SEC. 2(F) 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR ELECTRICAL AND ELECTRONIC APPARATUS AND IN- 
STRUMENTS, NAMELY, COMPUTERS, WORKSTATIONS AND 
COMPUTER NETWORKS COMPRISING COMPUTERS, CABLES, 
CONNECTORS AND NETWORK ACCESS APPARATUS; 
SHOCKWAVE AND ACOUSTIC WAVE GENERATORS, MICRO- 
WAVE GENERATORS, ROBOTIC APPARATUS USED FOR PA- 
TIENT HANDLING AND FOR INTERVENTIONAL THERAPY: 
IMPEDANCE CONTROL APPARATUS. FIBEROPTIC APPLICA- 
TORS, INTERSTITIAL AND INTRALUMINAL ANTENNAS; AP- 
PARATUS FOR DATA PROCESSING, DATA INPUT, DATA OUT- 
PUT, APPARATUS FOR CONTROLLING. MONITORING AND 
PERFORMING INDUSTRIAL PROCESSES OR SCIENTIFIC RE- 
SEARCH IN LABORATORIES; ELECTRIC AND ELECTRONIC 
ALARM SYSTEMS CONSISTING IN PARTICULAR OF SENSORS 
AND SIGNALING AND MONITORING APPARATUS; PARTS OF 
ALL THE AFOREMENTIONED GOODS; PRE-RECORDED AND/ 
OR BLANK DATA STORAGE MEDIA, NAMELY, TAPES, CHIPS, 
CD'S AND CD ROMS; DATA PROCESSING AND COMPUTER 
PROGRAMS USED FOR CONTROLLING MEDICAL TECHNICAL 
APPARATUS; SOFTWARE FOR MEDICAL USE, USED FOR 
COLLECTING AND PROCESSING PATIENT DATA AND FOR 
CONTROLLING DIAGNOSTIC AND THERAPEUTIC PROCESSES 
IN MEDICAL TECHNICAL APPARATUS (U.S. CLS. 21, 23, 26, 
36 AND 38). 





TM 2 


CLASS 10—MEDICAL APPARATUS 


FOR CATHETERS USED FOR DIAGNOSTIC AND THERA- 
PEUTIC PURPOSES; ENDOSCOPES: APPARATUS FOR RECEIV- 
ING, RECORDING, TRANSMITNG AND REPRODUCING SIG- 
NALS, IMAGES AND/OR SOUND, NAMELY, X-RAY APPA- 
RATUS, ULTRASOUND DIAGNOSTIC APPARATUS, OPTICAL 
RECORDING APPARATUS, MONITORS AND DISPLAYS; CON- 
TROLLING, MEASURING, MONITORING AND RECORDING AP- 
PARATUS AND INSTRUMENTS FOR MEDICAL USE, NAMELY, 
PATIENT MONITORING APPARATUS, PATIENT HANDLING 
APPARATUS, DIAGNOSTIC AND INTERVENTIONAL 
WORKSTATIONS; SENSORS FOR MEDICAL USE; IMAGE 
PROCESSING APPARATUS FOR MEDICAL USE, NAMELY. FOR 
TRANSFORMING VISUAL INFORMATION INTO ELECTRONIC 
SIGNALS AND VICE VERSA (U.S. CLS. 26, 39 AND 44) 


CLASS 36—INSURANCE AND FINANCIAL 

FOR LOAN FINANCING AND INSURANCE ADMINISTRA- 
TION IN THE FIELD OF ELECTRICAL, ELECTRONIC, MED- 
ICAL AND MEDICAL-TECHNICAL APPARATUS AND INSTRU- 
MENTS, AND OF DATA PROCESSING AND COMPUTER PRO- 
GRAMS (U.S. CLS. 100, 101 AND 102). 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR MAINTENANCE AND REPAIR OF ELECTRICAL, ELEC- 
TRONIC, MEDICAL AND MEDICAL-TECHNICAL APPARATUS 
AND INSTRUMENTS, AND MAINTENANCE OF DATA PROC- 
ESSING AND COMPUTER PROGRAMS (U.S. CLS. 100, 103 AND 
106) 


CLASS 42—MISCELLANEOUS SERVICES 


FOR MEDICAL AND MEDICAL-TECHNICAL SERVICES; PRO- 
DUCTION AND MAINTENANCE OF COMPUTER PROGRAMS; 
DATA PROCESSING; LEASING OF ELECTRICAL, ELEC- 
TRONIC, MEDICAL AND MEDICAL TECHNICAL APPARATUS 
AND INSTRUMENTS AND OF DATA PROCESSING AND COM- 
PUTER PROGRAMS; TECHNICAL COUNSELING AND PRO- 
VIDING TECHNICAL EXPERT OPINIONS AND INSTRUCTIONS 
FOR MANUFACTURING, OPERATING AND MAINTAINING OF 
ELECTRICAL AND ELECTRONIC APPARATUS AND INSTRU- 
MENTS, NAMELY, COMPUTERS, WORKSTATIONS AND COM- 
PUTER NETWORKS COMPRISING CO MPUTERS CABLES, 
CONNECTORS AND NETWORK ACCESS APPARATUS; 
SHOCKWAVE AND ACOUSTIC WAVE GENERATORS, MICRO- 
WAVE GENERATORS. ROBOTIC APPARATUS USED FOR PA- 
TIENT HANDLING AND FOR INTERVENTIONAL THERAPY; 
IMPEDANCE CONTROL APPARATUS, FIBEROPTIC APPLICA- 
TORS, INTERSTITIAL AND INTRALUMINAL ANTENNAS; AP- 
PARATUS FOR DATA PROCESSING, DATA INPUT, DATA OUT- 
PUT. APPARATUS FOR CONTROLLING, MONITORING AND 
PERFORMING INDUSTRIAL PROCESSES OR SCIENTIFIC RE- 
SEARCH IN LABORATORIES; ELECTRIC AND ELECTRONIC 
ALARM SYSTEMS CONSISTING IN PARTICULAR OF SENSORS 
AND SIGNALING AND MONITORING APPARATUS; PARTS OF 
ALL THE AFOREMENTIONED GOODS: PRE-RECORDED AND. 
OR BLANK DATA STORAGE MEDIA, NAMELY, TAPES, CHIPS, 
CD'S AND CD ROMS; DATA PROCESSING AND COMPUTER 
PROGRAMS USED FOR CONTROLLING MEDICAL TECHNICAL 
APPARATUS; SOFTWARE FOR MEDICAL USE, USED FOR 
COLLECTING AND PROCESSING PATIENT DATA AND FOR 
CONTROLLING DIAGNOSTIC AND THERAPEUTIC PROCESSES 
IN MEDICAL TECHNICAL APPARATUS; CATHETERS USED 
FOR DIAGNOSTIC AND THERAPEUTIC PURPOSES; 
ENDOSCOPES; APPARATUS FOR RECEIVING, RECORDING, 
TRANSMITTING AND REPRODUCING SIGNALS, IMAGES 
AND/OR SOUND, NAMELY, X-RAY APPARATUS. 
ULTRASOUND DIAGNOSTIC APPARATUS, OPTICAL RECORD- 
ING APPARATUS, MONITORS AND DISPLAYS; CONTROLLING 
MEASURING. MONITORING AND RECORDING APPARATUS 
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AND INSTRUMENTS FOR MEDICAL USE, NAMELY, PATIENT 
MONITORING APPARATUS, PATIENT HANDLING APPA- 
RATUS, DIAGNOSTIC AND INTERVENTIONAL 
WORKSTATIONS; SENSORS FOR MEDICAL USE; IMAGE 
PROCESSING APPARATUS FOR MEDICAL USE, NAMELY, FOR 
TRANSFORMING VISUAL INFORMATION INTO ELECTRONIC 
SIGNALS AND VICE VERSA; PRODUCT DEVELOPMENT FOR 
OTHERS, ENGINEERING SERVICES, PLANNING SERVICES, 
PROJECT SUPERVISING SERVICES, SYSTEMS ANALYSIS OF 
SCIENTIFIC, PHYSICAL AND TECHNICAL NATURE (U.S. CLS 
100 AND 101). 


SN 75-217,437. ARMINIUS SELECT SERVICES CORPORATION, 
NORTH LAS VEGAS, NV. BY ASSIGNMENT COLUMBIA IN- 
DUSTRIES, INC., SAN ANTONIO, TX. FILED 12-23-1996. 


REACTION 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR CLEANING PREPARATIONS FOR USE ON BOWLING 
EQUIPMENT, BOWLING BALLS, AND BOWLING SHOES; DIS- 
POSABLE WIPES IMPREGNATED WITH CHEMICALS OR COM- 
POUNDS FOR CLEANING BOWLING BALLS, BOWLING BAGS, 
AND BOWLING SHOES (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 10-0-1991; IN COMMERCE 10-0-1991. 


CLASS 21—HOUSEWARES AND GLASS 

FOR CLEANING PADS FOR BOWLING BALLS, BOWLING 
BAGS, AND BOWLING SHOES (U.S. CLS. 2, 13, 23, 29, 30, 
33. 40 AND 50). 

FIRST USE 10-0-1991; IN COMMERCE 10-0-1991. 





FEB 20, 2001 


SN 75-289,467. KILIAN, MICHAEL TONY, APPLECROSS WA 
6153, AUSTRALIA, FILED 5-9-1997 


OIL SAFE 


PRIORITY CLAIMED UNDER SEC. 44(D) ON AUSTRALIA 
APPLICATION NO. 721570. FILED 11-11-1996 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“OIL"’, APART FROM THE MARK AS SHOWN 


CLASS 6—METAL GOODS 
FOR OIL CANS, LIQUID DISPENSERS. STORAGE DRUMS. 


CONTAINERS, RECYCLE BINS, ALL MADE OF METAL (U.S 
CLS. 2, 12, 13, 14, 23. 25 AND 50) 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 

FOR NON-METAL OIL CANS, LIQUID DISPENSERS, STOR- 
AGE DRUMS, RECYCLE BINS AND BOTTLES FOR COMMER- 
CIAL USE (U.S. CLS. 2, 13, 22, 25, 32 AND 50). 


CLASS 21—HOUSEWARES AND GLASS 

FOR NON-METAL OIL CANS, LIQUID DISPENSERS, STOR- 
AGE DRUMS, RECYCLE BINS AND BOTTLES FOR HOUSE- 
HOLD USE (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50) 


SN 75-292.422. ROBOBUILD LIMITED, 
ENGLAND, FILED 5-15-1997 


LONDON WIR 6LJ, 


PRIORITY CLAIMED UNDER SEC. 44(D) ON UNITED KING- 
DOM APPLICATION NO. 2116384, FILED 11-22-1996, REG. NO. 
2116384, DATED 11-22-1996. EXPIRES 11-22-2006 

THE MARK CONSISTS OF THE LATINIZED VERSION OF 
GREEK LETTERS, COMBINED INTO ONE AS A LIGATURE. 


U.S. PATENT AND TRADEMARK OFFICE 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR PRE-RECORDED AUDIO CASSETTES AND PRE-RE- 
CORDED VIDEO CASSETTE TAPES, COMPACT DISCS AND 
RECORDS, ALL FEATURING MUSIC AND MUSICAL PER- 
FORMANCES; COMPUTER PROGRAMS, NAMELY, COMPUTER 
SOFTWARE FOR INSTRUCTIONAL USE FEATURING INSTRUC- 
TION IN THE FIELD OF MUSIC; WORD PROCESSING PRO- 
GRAMS, CREATIVE WRITING PROGRAMS, SCREEN SAVER 
PROGRAMS, POSTER ART PROGRAMS, PERSONAL CAL- 
ENDAR PROGRAMS, AND GRAPHICS PROGRAMS, ALL RE- 
CORDED ON DISCS, CARTRIDGES AND TAPES FOR USE IN 
PROVIDING INFORMATION IN THE EDUCATION AND ENTER- 
TAINMENT FIELDS, AND ALL FOR ENTERTAINMENT AND 
AMUSEMENT; PRERECORDED CD-ROMS FEATURING MUSIC 
AND MUSICAL PERFORMANCES, FOR ENTERTAINMENT AND 
AMUSEMENT; INTERACTIVE MULTIMEDIA SOFTWARE PRO- 
GRAMS, NAMELY, COMPUTER PROGRAMS, NAMELY, COM- 
PUTER SOFTWARE PROGRAMS FEATURING INSTRUCTION IN 
THE FIELD OF MUSIC, CREATIVE WRITING PROGRAMS, 
SCREEN SAVER PROGRAMS, POSTER ART PROGRAMS AND 
GRAPHICS PROGRAMS, ALL FOR ENTERTAINMENT AND 
AMUSEMENT, BLANK AUDIO CASSETTES AND BLANK 
VIDEO CASSETTE TAPES; DOWNLOADABLE AUDIO AND 
VIDEO RECORDINGS FEATURING MUSICAL PERFORM- 
ANCES; NONE OF THE GOODS RELATING TO THE AEGEAN 
(U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 35—ADVERTISING AND BUSINESS 


FOR PROVIDING RETAIL PURCHASING INFORMATION TO 
OTHERS VIA THE INTERNET ABOUT A VARIETY OF PROD- 
UCTS AND SERVICES, NAMELY, PRE-RECORDED AUDIO 
CASSETTES, VIDEO CASSETTE TAPES, COMPACT DISCS AND 
RECORDS, AND CLOTHING (U.S. CLS. 100, 101 AND 102) 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR ENTERTAINMENT SERVICES, NAMELY, PRODUCTION 
OF PRE-RECORDED AUDIO CASSETTES, PRE-RECORDED 
VIDEO CASSETTE TAPES, COMPACT DISCS, CD-ROMS AND 
RECORDS; ENTERTAINMENT SERVICES, NAMELY, PRO- 
VIDING STREAMED SOUND AND MUSICAL RECORDINGS 
VIA THE INTERNET; AND ENTERTAINMENT IN THE NATURE 
OF LIVE MUSICAL PERFORMANCES (U.S. CLS. 100, 101 AND 
107). 


CLASS 42—MISCELLANEOUS SERVICES 

FOR PROVIDING PURCHASING INFORMATION ABOUT A 
VARIETY OF PRODUCTS AND SERVICES BY MEANS OF 
ELECTRONIC RETAILING VIA COMPUTER, FEATURING PRE- 
RECORDED AUDIO CASSETTES, VIDEO CASSETTE TAPES, 
COMPACT DISCS AND RECORDS, AND CLOTHING, OVER A 
WORLDWIDE COMMUNICATION NETWORK (U.S. CLS. 100 
AND 101) 


SN 75-316,832. LOUIS GARNEAU SPORTS INC., ST-AUGUSTIN- 
DE-DESMAURES, QUEBEC, CANADA, FILED 6-30-1997. 


LOUIS GARNEAU 


OWNER OF U.S. REG. NOS. 
2,117,282. 

THE NAME “LOUIS GARNEAU” IDENTIFIES A LIVING IN- 
DIVIDUAL WHOSE CONSENT IS OF RECORD. 


1,623,759, 2,071,168 AND 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR BICYCLE ACCESSORIES, NAMELY - COMPUTERIZED 
SPEEDOMETERS: HELMETS, NAMELY - SKIING AND CY- 
CLING HELMETS (U.S. CLS. 21, 23, 26, 36 AND 38) 

FIRST USE 3-0-1983; IN COMMERCE 3-0-1983 


CLASS 12—VEHICLES 

FOR BICYCLE PARTS AND ACCESSORIES, NAMELY 
BELLS, STORAGE AND CARRYING BAGS AFFIXED TO BICY 
CLES, AIR PUMPS, SADDLES, HANDLEBAR GRIPS, HANDLE- 
BAR TAPE, BICYCLE-CARRYING RACKS FOR VEHICLE AND 
CHILD CARRIERS SEATS FOR USE WITH ADULT BICYCLES 
(U.S. CLS. 19, 21, 23, 31, 35 AND 44) 

FIRST USE 3-0-1983; IN COMMERCE 3-0-1983 


CLASS 25—CLOTHING 

FOR CLOTHING, NAMELY - SPORTSWEAR IN THE NATURE 
OF T-SHIRTS, CAMISOLES, TIGHTS, SHORTS, JERSEYS, 
PANTS, CAPS, BIB-SHORTS, JACKETS, ONE-PIECE SUITS, LEG 
AND ARM WARMERS, VESTS AND SHIRTS; CHILDREN’S 
WEAR IN THE NATURE OF T-SHIRTS, PANTS, SHORTS, 
JEANS, CAPS, VEST. BOOTS AND SWEATERS; OUTERWEAR 
IN THE NATURE OF WIND RESISTANT JACKETS, RAIN JACK- 
ETS, SPORT COATS, SNOW SUITS AND PANTS; UNDERWEAR, 
GLOVES, SHOES, HAT SCARVES; SLIPPERS, AND MITTENS 
AND BATHING WEAR IN THE NATURE OF SWIM TRUNKS 
AND BATHING SUITS (U.S. CLS. 22 AND 39) 

FIRST USE 3-0-1983, IN COMMERCE 3-0-1983 


CLASS 28—TOYS AND SPORTING GOODS 
FOR SKI POLES (U.S. CLS. 22, 23, 38 AND 50) 
FIRST USE 3-0-1983: IN COMMERCE 3-0-1983 


CLASS 35—ADVERTISING AND BUSINESS 


FOR DISTRIBUTION OF SPORTSWEAR 
CESSORIES (U.S. CLS. 100, 10! AND 102) 
FIRST USE 3-0-1983; IN COMMERCE 3-0-1983 


AND SPORTS AC- 


SN 75-362,277 
COMPANY, 
9-24-1997 


ARSENAL FOOTBALL CLUB PUBLIC LIMITED 
THE, LONDON NS !IBU, ENGLAND, FILED 








THE MARK CONSISTS OF THE WORD “ARSENAL” IN A 
CREST DESIGN 


OFFICIAL GAZETTE 


FEB 20, 2001 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR VIDEO GAMES SOFTWARE AND HARDWARE, COM- 
PUTER GAMES SOFTWARE AND HARDWARE; VIDEO GAME 
MACHINES FOR USE WITH TELEVISIONS; COMPUTER PRO- 
GRAMS FOR PLAYING GAMES: CAMERA CASES (U.S. CLS 
21, 23. 26, 36 AND 38) 


CLASS 14—JEWELRY 

FOR MEDALS AND MEDALLIONS: JEWELRY AND IMITA- 
TION JEWELRY; CLOCKS AND WATCHES; JEWELRY CASES 
OF PRECIOUS METAL (U.S. CLS. 2, 27, 28 AND 50) 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR STATIONERY; FOLDERS; BINDERS; DIARIES AND PER- 
SONAL ORGANIZERS; WRITING INSTRUMENTS; POSTERS; 
PHOTOGRAPHS; ALBUMS, NAMELY, PHOTOGRAPH AND 
COLLECTOR CARD ALBUMS; PHILATELIC STAMPS; STICK- 
ERS; DECALOMANIAS; CALENDARS: MAPS; WRITING PAPER; 
DRAWING PAPER; NOTE BOOKS: ADDRESS BOOKS: ORDI- 
NARY PLAYING CARDS: COASTERS OF PAPER; TABLE MATS 
OF PAPER: FLAGS AND PENNANTS OF PAPER (U.S. CLS. 2, 
5. 22, 23, 29, 37, 38 AND 50) 


CLASS 18—LEATHER GOODS 


FOR CASES, NAMELY, ATTACHE CASES, BUSINESS CARD 
CASES, CREDIT CARD CASES, CALLING CARD CASES, DOCU- 
MENT CASES, KEY CASES, OVERNIGHT CASES, PASSPORT 
CASES. COSMETIC CASES SOLD EMPTY, TOILETRY CASES 
SOLD EMPTY, VANITY CASES SOLD EMPTY, SUITCASES; AR- 
TICLES OF LUGGAGE; UMBRELLAS; BAGS, NAMELY, 
SCHOOL BOOK BAGS, BARREL BAGS, BEACH BAGS, BOOK 
BAGS, CARRY-ON BAGS, CLUTCH BAGS, DIAPER BAGS, DUF- 
FEL BAGS, GYM BAGS, LEATHER SHOPPING BAGS, OVER- 
NIGHT BAGS, SCHOOL BAGS, SHOULDER BAGS, TOTE BAGS, 
TRAVEL BAGS, GARMENT BAGS, SHOE BAGS, BAGS FOR 
MERCHANDISE PACKAGING CONSISTING OF ENVELOPES 
AND POUCHES, HOLDALLS; WALLETS; PURSES; KEY CASES; 
LEATHER OR IMITATION LEATHER KEY FOBS (U.S. CLS. 1, 
2, 3, 22 AND 41) 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 
FOR CUSHIONS (U.S. CLS. 2, 13, 22, 25, 32 AND 50). 


CLASS 24—FABRICS 


FOR CLOTH FLAGS AND PENNANTS; BED COVERS; 
SHEETS AND PILLOW CASES: HOUSEHOLD CLOTHS FOR 
DRYING GLASSES AND DISHES; TOWELS: BAR CLOTHS: 
TEXTILE ARTICLES, NAMELY, CURTAINS, DUVET COVERS. 
TABLE MATS AND COASTERS; TABLE LINEN: TABLE MATS 
AND COASTERS NOT OF PAPER (U.S. CLS. 42 AND 50) 


CLASS 25—CLOTHING 


FOR ARTICLES OF OUTER CLOTHING, NAMELY, 
SWEATSHIRTS, SHORTS, RAIN JACKETS, POLO SHIRTS, 
HOODED TOPS, T-SHIRTS, JACKETS, SWIM SUITS, BIKINIS, 
SWIM SHORTS, BATH ROBES, BOXER SHORTS, OVERSHIRTS, 
SWEATERS, PULLOVERS, JUMPERS. JEANS, TIES, HATS, 
FOOTWEAR, HEADWEAR AND BELTS; LEATHER OR IMITA- 
TION LEATHER BELTS (U.S. CLS. 22 AND 39). 


CLASS 28—TOYS AND SPORTING GOODS 

FOR BOARD GAMES; CARD GAMES; BATH TOYS; INFANT 
TOYS: MECHANICAL TOYS AND PARTS AND FITTINGS 
THEREFOR; TOY MODEL HOBBY CRAFT KITS AND PARTS 
AND FITTINGS THEREFOR (U.S. CLS. 22, 23, 38 AND 50). 





FEB 20, 2001 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR PROVIDING FACILITIES FOR SEMINAR  PRESEN- 
TATIONS (U.S. CLS. 100, 101 AND 107) 


CLASS 42—MISCELLANEOUS SERVICES 

FOR RENTAL OF ROOMS; PROVIDIN G CONVENTION FA- 
CILITIES; PROVIDING FACILITIES FOR EXHIBITIONS; PROVI- 
SION OF RESTAURANT, BAR AND CATERING FACILITIES; 
PROVISION OF WEDDING, PARTY AND BANQUETING FA- 
CILITIES (U.S. CLS. 100 AND 101) 


SN 75-374,836. KODERA, WOLF, 58452 WITTEN, FED REP GER- 
MANY, FILED 10-17-1997 


Codera 


PRIORITY CLAIMED UNDER SEC. 44(D) ON ERPN CMNTY 
TM OFC APPLICATION NO. 580514, FILED 7-25-1997, REG 
NO. 580514, DATED 6-14-1999, EXPIRES 7-25-2007 

OWNER OF FED REP GERMANY REG. NO. 39654316, DATED 
2-4-1997, EXPIRES 12-31-2006. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR PRE-RECORDED SOUND AND IMAGE CARRIERS, 
NAMELY, AUDIO TAPES, VIDEO TAPES, COMPACT DISCS, 
VIDEOTAPES, AND RECORDS FEATURING MUSICAL SOUND 
RECORDINGS; BLANK SOUND AND IMAGE CARRIERS, 
NAMELY, AUDIO TAPES, VIDEO TAPES, COMPACT DISCS, 
VIDEOTAPES AND RECORDS (U.S. CLS. 21, 23, 26, 36 AND 
38). 


CLASS 15—MUSICAL INSTRUMENTS 


FOR MUSICAL INSTRUMENTS AND PARTS THEREOF (U.S 
CLS. 2, 21 AND 36). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR ENTERTAINMENT SERVICES IN THE NATURE OF LIVE 
PERFORMANCES BY A BAND (U.S. CLS. 100, 101 AND 107). 


SN 75-394.211. CITY OF CALGARY, THE, CALGARY, AL- 
BERTA, CANADA, FILED 11-21-1997. 


ENMAX 


PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA AP- 
PLICATION NO. 846,431, FILED 5-28-1997. 


CLASS 36—INSURANCE AND FINANCIAL 


FOR BROKERAGE SERVICES IN THE FIELD OF ELEC- 
TRICITY (U.S. CLS. 100, 101 AND 102). 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 39—TRANSPORTATION AND 
STORAGE 


FOR PUBLIC UTILITY SERVICES IN THE NATURE OF THE 
DISTRIBUTION AND SALE OF ELECTRICITY TO COMMER- 
CIAL, RESIDENTIAL OR WHOLESALE CONSUMERS OF ELEC- 
TRICITY (U.S. CLS. 100 AND 105) 


SN 75-420,229. DELTA ELECTRONICS INC., TAIPEI, TAIWAN, 
FILED 1-20-1998. 


CLASS 7—MACHINERY 

FOR DC MOTORS, DC MOTOR BLOWERS, CROSSFLOW 
FANS, DC FANS, AC FANS (US. CLS. 13, 19, 21, 23, 31, 34 
AND 35). 

FIRST USE 12-18-1984; IN COMMERCE 12-18-1984. 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR TELECOMMUNICATION POWER SYSTEMS AND TELE- 
COMMUNICATIONS RACK POWER SYSTEMS. 
UNINTERRUPTIBLE POWER SUPPLIES; ELECTROMAGNETIC 
INTERFERENCE FILTERS. LED DISPLAYS. SWITCH MODE 
RECTIFIERS. BATTERY POWER CONTROL UNITS, ELECTRIC 
POWER DISTRIBUTION UNITS. AC POWER DISTRIBUTION 
UNITS. DC POWER DISTRIBUTION UNITS, BATTERIES, 
MICROPROCESSOR CONTROL UNITS FOR ELECTRONIC CIR- 
CUITS, ANTI-INTRUSION ALARMS, PERSONAL SECURITY 
SLARMS. FIRE ALARMS, BURGLAR ALARMS, DC-DC CON- 
VERTERS, COMPUTER INTERFACES FOR REMOTE CONTROL 
AND MONITORING, VOLTAGE CONTROLLERS: OPTICAL 
STORAGE DEVICES. NAMELY, CD-ROM DRIVES, CD-R 
DRIVES, CD-RW DRIVES, DVD-ROM DRIVES, DVD-R DRIVES. 
DVD-RW DRIVES, DVD PLAYER DRIVES: OSCILLATOR CIR 
CUITS, DISK ARRAY SYSTEMS. NAMELY DISK ARRAY PROC- 
ESSORS AND DISK STORAGE DEVICES: COMPUTERS. PER- 
SONAL COMPUTERS: COMPONENTS AND EQUIPMENT FOR 
COMPUTER NETWORKING. NAMELY PERSONAL COM- 
PUTERS, ROUTERS. MULTI-PORT SWITCHING DEVICES IN- 
CORPORATING PROCESSORS FOR USE WITH LOCAL AREA 
NETWORKS, ELECTRONIC COMMUNICATION NETWORK 
NODES: TELEVISION SET TOP BOXES FOR ACCESSING DATA 
OVER GLOBAL COMPUTER NETWORKS; DC-DC CON- 
VERTERS; VIDEOPHONES: VIDEO CONFERENCING SYSTEMS 
COMPRISED OF DISPLAY MONITORS, VIDEO CAMERAS, 
MICROPHONES, SPEAKERS, REMOTE CONTROLLERS, SIG 
NAL PROCESSORS AND VIDEO TELEPHONE TRANSCEIVERS: 
TELEVISION MONITORS, LCD MONITORS. COMPUTER MON- 
ITORS, COLOR MONITORS, COLORED ELECTRONIC DISPLAY 
SCREENS: MICROPRESSOR CONTROL AND SUPERVISORY 
UNITS FOR ELECTRONIC CIRCUITS, TELECOMMUNICATION 
CIRCUITS, ELECTRICAL POWER SUPPLIES: BATTERY POWER 
CONTROL UNITS; ELECTRIC POWER DISTRIBUTION UNITS. 
AC POWER DISTRIBUTION UNITS, DC POWER DISTRIBUTION 
UNITS: RADIO FREQUENCY INVERTERS, ADJUSTABLE 
RADIO FREQUENCY INVERTERS; VARIABLE SPEED AC 
MOTOR DRIVES. AC MOTOR DRIVES: PROGRAMMABLE 
LOGIC CONTROLLERS: PROGRAMMABLE TEMPERATURE 
CONTROLLERS; EL&CTRIC CIRCUIT FILTERS: ELECTRIC 
TRANSFORMERS, RADIO FREQUENCY MICROWAVE COMPO- 
NENTS. NAMELY. RADIO FREQUENCY/MICROWAVE AN- 
TENNA. RADIO FREQUENCY/MICROWAVE AMPLIFIERS, 
RADIO FREQUENCY MICROWAVE SWITCHES AND RADIO 
FREQUENCY MODULES: IGNITION COILS: HYBRID INTE- 
GRATED CIRCUIT MODULES: INTEGRATED CHIP INDUC- 
TORS; AC DC ADAPTERS, DC/AC INVERTERS: INDUCTORS. 
HIGH FREQUENCY ELECTROMAGNETIC INTERFERENCE 
COMMON MODE CHOKES: ELECTRONIC BALLAST (U.S. CLS 
21. 23. 26, 36 AND 38) 

FIRST USE 12-18-1984: IN COMMERCE 12-18-1984 


SN 75-421,187. UNCLE WAFFLES. 
HEIGHTS, OH. FILED 1-21-1998 


LTD.. CLEVELAND 


CLASS 30—STAPLE FOODS 


FOR FRESH AND PREPACKAGED WAFFLES (U.S. CL. 46) 
FIRST USE 11-00-1997, IN COMMERCE 1 1-0-1998 


OFFICIAL GAZETTE 


NAMELY, 


FEB 20, 2001 


CLASS 42—MISCELLANEOUS SERVICES 

FOR RESTAURANT SERVICES, NAMELY, OPERATION OF 
KIOSKS AND OTHER EATING ESTABLISHMENTS FEATURING 
WAFFLES (U.S. CLS. 100 AND 101) 

FIRST USE 11-0-1997; IN COMMERCE 11-0-1998 


SN 75-435,225. NATUNOLA HEALTH INC., NEPEAN, ONTARIO 
K2E 718, CANADA, FILED 2-17-1998 


VEGELATUM 


PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA AP- 
PLICATION NO. 865682, FILED 12-22-1997, REG. NO. 526586, 
DATED 4-13-2000, EXPIRES 4-13-2015. 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR NON-MEDICATED COSMETICS, NAMELY, SKIN MOIS- 
TURIZING LOTION AND CREAM, HAND LOTION AND 
CREAM, FOOT LOTION AND CREAM, EYE LOTION AND 
CREAM, FACE CREAM AND LOTION, NIGHT CREAM AND 
LOTION, ALL PURPOSE SKIN LOTION AND CREAM, SKIN 
CLEANSERS, ANTI-AGING CREAM AND LOTION, SKIN EMOL- 
LIENT LOTION AND CREAM, DEPILATORY OINTMENT AND 
CREAM AND LOTION, AFTER SHAVE LOTION AND CREAM, 
SUNSCREEN OIL AND LOTION AND CREAM AND GEL, 
AFTER SUN LOTION AND CREAM. AFTER SUN MOIS- 
TURIZER, BABY WIPES, BABY LOTIONS AND CREAM, BABY 
SKIN EMOLLIENT’S, NAIL CARE CREAM AND LOTION, HAIR 
SHAMPOOS, HAIR CONDITIONERS, HAIR CREAM AND GEL, 
HAIR SPRAYS, HAIR SETTING LOTION AND CREAM, HAIR 
STYLING LOTION AND CREAM AND WAXES, HAIR DYES, 
HAIR RINSE, LIP BALM, LIPSTICK, LIP LINERS, LIP GLOSSES, 
LIP ROUGE, EYELASH CREAM AND GEL, BLUSHES. 
EYESHADOW, MASCARA, ANTI-WRINKLE CREAM AND LO- 
TION, TOOTH WHITENERS, TOOTHPASTE, ANTI- 
PERSPIRANTS. PERSONAL DEODORANTS, PERFUME, NON- 
MEDICATED SKIN PROTECTANT AND PROTECTIVE CREAM 
LOTION, SKIN CARE LOTION THAT RELEASES AGING SKIN 
CELLS FROM THE SURFACE OF THE SKIN, NON-MEDICATED 
CREAM/LOTION FOR SENSITIVE SKIN, SELF TANNING LO- 
TIONS. HAIR POMADES. LIP POMADES, HAIR CARE PREP- 
ARATIONS. HAIR MOUSSE, HAIR LOTIONS, HAIR 
LIGHTENERS. NON-MEDICATED LIP OINTMENT (U.S. CLS. 1, 
4, 6. 50, 51 AND 52). 





FEB 20, 2001 


CLASS 5—PHARMACEUTICALS 


FOR MEDICATED LOTIONS AND CREAMS FOR THE FACE, 
HANDS AND FEET: ACNE CREAM AND LOTION: BURN 
TREATMENT OINTMENT AND CREAM AND LOTION: RECTAL 
SUPPOSITORIES: VAGINAL SUPPOSITORIES; CONTRACEP- 
TIVE OINTMENT AND CREAM AND JELLY: MEDICATED 
BALM FOR CHAPPED LIPS; INSECT REPELLENT SPRAY, LO- 
TION AND CREAM; GELS FOR USE AS A PERSONAL LUBRI- 
CANT: ANTIBIOTIC OINTMENTS: EYE DROPS AND EYE 
WASHES (US. CLS. 6, 18. 44. 46, 51 AND 52) 


SN 75-443,222. CROATIA FILM D.D., 10000 ZAGREB, CROATIA, 
FILED 3-2-1998 


PRIORITY CLAIMED UNDER SEC. 44(D) ON CROATIA AP- 
PLICATION NO. Z970504A, FILED 4-3-1997, REG. NO. Z970504, 
DATED 4-8-1998, EXPIRES 4-3-2007 

THE MARK IS LINED FOR THE COLORS PURPLE, GOLD, 
GRAY, ORANGE AND GREEN 


U.S. PATENT AND TRADEMARK OFFICE 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR MOTION PICTURE FILM FOR ANIMATED CARTOONS, 
CONTACT LENS CASES AND SPECTACLE CASES, VIDEO 
GAME DISCS AND VIDEO GAME PROGRAMS (U.S. CLS. 21, 
23, 26. 36 AND 38). 


CLASS 14—JEWELRY 


FOR JEWELRY. JEWELRY CHAINS, PENDANTS, MEDAL- 
LIONS, BROACHES, BRACELETS, TIE CLIPS, TIE PINS, NECK- 
LACES, CUFF LINKS, WATCHES. WRISTWATCHES, CLOCKS, 
WATCH CASES, CASES FOR CLOCK AND WATCH MAKING, 
WATCH BANDS, WATCH CHAINS AND CHARMS (U.S. CLS. 
2, 27, 28 AND 50). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR COMPOSITION SKETCHBOOKS. NOTEPADS, SCRATCH 
PADS. SKETCH PADS, WRITING PADS, MANIFOLD PAPERS, 
COASTERS MADE OF PAPER. DISPOSABLE PEN WIPES NOT 
IMPREGNATED WITH CHEMICALS OR COMPOUNDS, NON- 
ELECTRIC ERASERS, DRAWINGS SETS, NAMELY, DRAWING 
BOARDS, DRAWING BRUSHES. DRAWING COMPASSES. 
DRAWING CURVES. DRAWING INSTRUMENTS, DRAWING 
PENCILS, DRAWING RULERS, DRAWING SHIELDS, DRAWING 
TEMPLATES, DRAWING TRACE, DRAWING TRIANGLES, 
GREETING CARDS, PAINT BRUSHES, PEN CASES, HAND- 
KERCHIEFS MADE OF PAPER, DOCUMENT FILES, FILE FOLD- 
ERS. MOUNTED OR UNMOUNTED PHOTOGRAPHS. PHOTO- 
GRAPH STANDS, MODELING CLAY, TOILET PAPER, PLAYING 
CARDS, INKING PADS. CALENDARS, CARDBOARD. CARD- 
BOARD CONTAINERS. PAMPHLETS CONTAINING CHAR- 
ACTERS OF THE ANIMATED FILMS. PERIODICALS CON- 
TAINING COMICS AND CHARACTERS OF THE ANIMATED 
FILMS WITH OR WITHOUT ACCOMPANYING TEXT, CATA- 
LOGS CONTAINING COMICS AND CHARACTERS OF THE ANI- 
MATED FILMS WITH OR WITHOUT ACCOMPANYING TEXT, 
BOOKS CONTAINING COMICS AND CHARACTERS OF THE 
ANIMATED FILMS WITH OR WITHOUT ACCOMPANYING 
TEXT, BOOK MARKERS, WRISTBANDS FOR THE RETENTION 
OF THE WRITING INSTRUMENTS, CONFETTI, LOOSELEAF 
BINDERS, PAPER TRAYS, CHALK, STATIONERY CABINETS, 
CASES FOR STAMPS, PAINTING SETS FOR CHILDREN, BOXES 
OF CARDBOARD OR PAPER, DRAWING SQUARES, PAPER 
CLIPS, FOUNTAIN PENS, LABELS NOT OF TEXTILES, CHALK 
HOLDERS, PENCIL OR PEN HOLDERS, PENCIL LEAD HOLD- 
ERS, NEWSPAPER CARTOONS. NEWSPAPER COMIC STRIPS. 
NEWSPAPERS FOR GENERAL CIRCULATION, TEACHING MA- 
TERIALS FOR USE IN TEACHING PRE-SCHOOL AND SCHOOL 
CHILDREN, PAPER UTENSILS, NAMELY. PAPER PLATES, 
PAPER SPOONS, PAPER FORKS. PAPER KNIVES, PENCILS. 
PENCIL LEADS, BOOK COVERS, ENVELOPES. SIGN BOARDS 
OF PAPER OR CARDBOARD, PALLETS FOR PAINTING, CEL- 
LULOSE WIPES NOT IMPREGNATED WITH CHEMICALS OR 
COMPOUNDS, PAPER NAPKINS, CRAYONS, PASTELS, RUB- 
BER STAMPS, STAMP STANDS, STAMPS FOR SEALING, PEN 
CASES. POSTERS, PLASTIC FOR MODELING, PLASTIC FILM 
FOR WRAPPING, DECALCOMANIAS, PAPERWEIGHTS, BIBS 
MADE OF PAPER. NUMBERING MACHINES, ADHESIVE TAPE 
FOR STATIONERY OR HOUSEHOLD USE, STICKERS, PRINTED 
TIME TABLES, BOOK ENDS, TABLECLOTHS OF PAPER, 
TABLE NAPKINS OF PAPER, TABLE M ATS OF PAPER, LUMI- 
NOUS PAPER, STENCILS, PENCIL SHARPENERS, ELECTRICAL 
PENCIL SHARPENERS, MECHANICAL PENCIL SHARPENERS. 
PAPER TOWELS, PAPER RIBBONS, INKING RIBBONS, INDIA 
INK, PAPER AND PLASTIC TRANSPARENCIES, PLASTIC OR 
PAPER PLACEMATS, BLOTTERS, MODELING WAX NOT FOR 
DENTAL PURPOSES, CEILING WAX, GARBAGE BAGS OF 
PAPER OR OF PLASTIC, PAPER BAGS, PAPER FLAGS, PAPER 
BLINDS AND WATERCOLOR BOARDS (U.S. CLS. 2, 5, 22. 23, 
29, 37, 38 AND 50). 
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CLASS 18—LEATHER GOODS 


FOR MUZZLES, SLING BAGS FOR CARRYING INFANTS, 
UMBRELLAS, UMBRELLA COVERS, KEY CASES, BRIEF- 
CASES, BAGS FOR CAMPERS, WHEELED SHOPPING BAGS, 
VALISES, BOXES OF LEATHER, LEATHER BOARD OR VUL- 
CANIZED FIBER, ATTACHE CASES, VANITY CASES, WAL- 
LETS, PURSES, CARD CASES, MESH BAGS OF SHOPPING, 
BACKPACKS, SCHOOL BAGS, ANIMAL CARRIERS, ANIMAL 
HARNESSES, ANIMAL LEASHES, ATHLETIC BAGS, BEACH 
BAGS, TRUNKS FOR TRAVELLING, TRAVELLING BAGS, BAN- 
DOLIERS, UMBRELLA HANDLES, SUITCASE HANDLES, 
PARASOLS, HAVERSACK BAG FOR SUPPLIES WORN OVER 
THE SHOULDERS, HANDBAGS AND TOOL BAGS OF LEATH- 
ER SOLD EMPTY (U.S. CLS. 1, 2, 3, 22 AND 41). 


CLASS 25—CLOTHING 


FOR CLOTHING, NAMELY, FOOTWEAR, HEADGEAR, 
NAMELY. MOTORISTS’ CLOTHING AND CYCLISTS’ CLOTH- 
ING, NAMELY, CYCLING SHORTS, CYCLING JERSEYS, CY- 
CLING PANTS, CYCLING GLOVES, LEATHER JACKETS AND 
LEATHER PANTS, ATHLETIC FOOTWEAR AND SHOES, ATH- 
LETIC UNIFORMS, BANDANNAS. BATHING CAPS, BATHING 
SUITS, BATH ROBES, BEACHWEAR, BELTS, BERETS, BER- 
MUDA SHORTS, CLOTHES BIBS, BRAZERS, BLOUSES. 
BLOUSONS, BOOTS, BOW TIES, BOXER SHORTS, BRAS, UN- 
DERWEAR BRIEFS, CAMISOLES, CAPS, COATS, COLLARS, 
HALLOWEEN COSTUMES, DRESSES. FOOTWEAR, GLOVES, 
HATS, HOSIERY, INFANT WEAR, JACKETS, JEANS, JUMPERS, 
JUMPSUITS, KNEE HIGHS, KNICKERS, LEG WARMERS, PAJA- 
MAS, PANTS, PANTYHOSE, POLO SHIRTS, RAINCOATS, SAN- 
DALS, SCARVES. SHIRTS. SHOES, SNEAKERS, SOCKS, 
SPORTS SHIRTS, STOCKINGS, SUITS. SWEATPANTS., 
SWEATSHIRTS, SWEATSHORTS, SWEATSUITS, SWEATERS, 
SWIMWEAR, T-SHIRTS, TANK TOPS, TIES, TIGHTS, TROU- 
SERS, UNDERGARMENTS, UNIFORMS, VESTS, VISORS, 
WARMUP SUITS AND WRISTBANDS (U.S. CLS. 22 AND 39) 


CLASS 28—TOYS AND SPORTING GOODS 


FOR MACHINES, ACTION FIGURES, SWIM FLOATS FOR 
RECREATIONAL USE, DIVING MASKS SCUBA OR SKIN. 
STAND ALONE VIDEO GAME MACHINES, BALLOONS, DOLLS 
AND PLAYSETS THEREFOR, TOY FIREWORKS, ORNAMENTS 
FOR CHRISTMAS TREES, DISCUSES, PARLOR GAMES, GYM- 
NASTIC APPLIANCES, BUILDING BLOCKS, LCD GAME MA- 
CHINES, BALL PITCHING MACHINES, COIN AND NON-COIN 
OPERATED PINBALL MACHINES, ARCADE GAME, CARD 
GAMES AND PROMOTIONAL GAME CARDS, BALLS FOR 
GAMES, NAMELY, BASEBALLS, PADDLEBALLS. PINBALLS, 
TENNIS BALLS. BILLIARD BALLS AND SPORTS BALLS, 
CHECKER SETS, CHESS SETS, MAGIC TRICKS, DARTS, DICE, 
DOMINOS, GLOVES FOR SPORTS AND GAMES, NAMELY, 
PINBALL GLOVES. BASEBALL GLOVES AND GOLF GLOVES, 
STUFFED TOYS, TOY FIGURES, TOY ROBOTS, TOY VEHI- 
CLES, TOYS FOR INTELLECTUAL TRAINING. NAMELY BABY 
MULTIPLE ACTIVITY TOYS AND BOARD GAMES, MUSICAL 
TOYS, TOY TOPS, KITES, PLASTIC M®DEL KITS, NAMELY, 
TOY MODEL HOBBY CRAFT SETS, TOY M ODEL TRAIN AND 
AIRPLANES SETS. SCALE MODEL AIRPLANES, AND TOY 
MODEL VEHICLES AND PARTS THEREOF SOLD TOGETHER 
AS UNITS AND PLAYGROUND SWINGS, STRAPS FOR SKATES 
(U.S. CLS. 22, 23, 38 AND 50). 


CLASS 29—MEATS AND PROCESSED FOODS 
FOR POTATO CHIPS, MILK AND YOGURT (U.S. CL. 46). 


OFFICIAL GAZETTE 


FEB 20, 2001 


CLASS 30—STAPLE FOODS 


FOR PEANUT CONFECTIONERY, ALMOND CONFEC- 
TIONERY, CANDY, CONFECTIONERY FOR DECORATING 
CHRISTMAS TREES, CAKES, CHOCOLATE, CHOCOLATE 
CHIPS, CHOCOLATE COVERED NUTS, CHOCOLATE POWDER, 
CHOCOLATE SYRUP, CHOCOLATE TOPPINGS, CHOCOLATE 
TRUFFLES, CHOCOLATE BASED BEVERAGES, COCOA, 
COCOA MIXES, CARAMELS, COFFEE, COFFEE BASED BEV- 
ERAGES, KETCHUP, CANDY CAKE DECORATIONS, EDIBLE 
CAKE DECORATIONS, CAKE POWDER, PROCESSED SEMO- 
LINA, POPPED POPCORN, CORN FLAKES, CORN CHIPS, 
FLOUR BASED CHIPS, GRAIN BASED CHIPS, TACO CHIPS, 
TORTILLA CHIPS, PROCESSED OATS, MARZIPAN, HONEY, 
GINGERBREAD, NUTMEG, PUDDINGS, VINEGAR, PANCAKES, 
NON-MEDICATED LOZENGES, BREAD ROLLS, PIZZA, SAND- 
WICHES, ICE CREAM, POWDERS FOR ICE CREAM, PASTRIES, 
FROZEN CONFECTIONS, SUGAR, CAKE FILLINGS, TARTS, 
WAFFLES, PIES AND SEASONINGS (U.S. CL. 46). 


CLASS 32—LIGHT BEVERAGES 


FOR BEER, AERATED WATER, DRINKING WATER, MIN- 
ERAL WATER, SPRING WATER, FRUIT DRINKS, FRUIT 
JUICES, FRUIT PUNCH, SYRUPS OR ESSENCES FOR MAKING 
SOFT DRINKS AND FRUIT FLAVORED NON-ALCOHOLIC BEV- 
ERAGES, POWDERS USED IN THE PREPARATION OF SOFT 
DRINKS, ESSENCES FOR THE MANUFACTURE OF LIQUEURS, 
ESSENCES FOR THE PREPARATION OF MINERAL WATERS, 
SYRUPS FOR LEMONADE, SWEET CIDER, SOFT DRINK 
COLAS, FRUIT NECTARS, GINGER ALE, VEGETABLE JUICES. 
LEMONADE, MALT BEER, AND NON-ALCOHOLIZED WINES 
(U.S. CLS. 45, 46 AND 48). 


SN 75-447,159. COLT INTERNATIONAL LICENSING LIMITED, 
HAMPSHIRE P09 2LY, ENGLAND, FILED 3-9-1998. 


colZr 


OWNER OF UNITED KINGDOM REG. NO. 2,013,318, DATED 
6-3-1995. EXPIRES 6-3-2005 


CLASS 6—METAL GOODS 


FOR PREFABRICATED METALLIC WINDOWS, SKYLIGHTS 
AND LIGHT DOMES (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50). 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR ELECTRONIC CONTROLLERS; FLAME AND SMOKE 
DETECTORS; FIRE ALARMS; SAFETY EQUIPMENT, NAMELY. 
FIRE ESCAPE LADDERS, FIRE AND SMOKE CURTAINS FOR 
USE IN PREVENTING AND EXTINGUISHING FIRES; FIRE EX- 
TINGUISHERS (U.S. CLS. 21, 23, 26, 36 AND 38). 
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CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR FRESH AIR VENTILATORS FOR FACTORIES, WARE- 
HOUSES, OFFICE BUILDINGS, RETAIL STORES, WHOLESALE 
STORES AND SHOPPING MALLS; SOLAR COLLECTORS; AIR 
CONDITIONERS, HUMIDIFIERS AND DEHUMIDIFIERS; FIRE 
VENTILATORS FOR EXHAUSTING SMOKE, FUMES, GASES 
AND VAPORS; FIRE HYDRANTS; ELECTRIC DRAFT REGU- 
LATORS AND DAMPERS FOR USE IN PREVENTING OR INHIB- 
ITING THE SPREAD OF FIRE, FLAMES, SMOKE, FUMES, 
GASES, AND VAPORS; VENTILATING LOUVERS; ELECTRIC 
AIR DEODORIZERS; ELECTROSTATIC PRECIPITATORS FOR 
CLEANING AIR; OZONE ELECTRIC STERILIZERS FOR AIR; 
ELECTRIC FANS AND FAN DIFFUSERS FOR ELECTRIC FANS 
(U.S. CLS. 13, 21, 23, 31 AND 34). 


CLASS 19—NON-METALLIC BUILDING 
MATERIALS 


FOR PREFABRICATED NON-METALLIC WINDOWS, SKY- 
LIGHTS AND LIGHT DOMES (US. CLS. 1. 12, 33 AND 50). 


SN 75-467,582. SOCIETE GENERALE, 75009 PARIS, FRANCE, 
FILED 4-14-1998. 


SG 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FRANCE APPLI- 
CATION NO. 97/705291, FILED 11-20-1997, REG. NO. 97—705291, 
DATED 11-20-1997, EXPIRES 11-20-2007. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PAMPHLETS, BROCHURES AND MAGAZINES DI- 
RECTED TO ECONOMIC AND FINANCIAL MATTERS. CAL- 
ENDARS, DIARIES, NOTEBOOKS, ENGAGEMENT OR AP- 
POINTMENT BOOKS, CHECKBOOKS, AND PRINTED FORMS 
FOR BANKING USE (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 


CLASS 35—ADVERTISING AND BUSINESS 


FOR DISTRIBUTING PUBLICITY LEAFLETS AND DISSEMI- 
NATING ADVERTISING MATTER FOR OTHERS; PROMOTING 
THE GOODS AND SERVICES OF OTHERS THROUGH THE DIS- 
TRIBUTION OF PRINTED ADVERTISING MATTER, LEAFLETS 
AND SAMPLES; BUSINESS MANAGEMENT SERVICES; BUSI- 
NESS CONSULTING SERVICES; PROVIDING STATISTICAL IN- 
FORMATION, MULTICOPYING AND STENOGRAPHIC SERV- 
ICES FOR OTHERS: ACCOUNTING SERVICES: COPYING AND 
REPRODUCTION OF DOCUMENTS FOR OTHERS; EMPLOY- 
MENT AGENCIES; RENTING OF TYPEWRITERS AND OFFICE 
EQUIPMENT (U.S. CLS. 100, 101 AND 102). 


U.S. PATENT AND TRADEMARK OFFICE 
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CLASS 36—INSURANCE AND FINANCIAL 


FOR INSURANCE ACTUARIAL SERVICES; TRAVELER'S 
CHECK INSURANCE SERVICES AND BANKING SERVICES; SE- 
CURITIES AND BOND BROKERAGE SERVICES; MORTGAGE 
LENDING SERVICES; REAL ESTATE AGENCIES; BUSINESS 
AND REAL ESTATE BROKERAGE SERVICES; FINANCIAL 
VALUATION OF PERSONAL PROPERTY AND REAL ESTATE; 
REAL ESTATE MANAGEMENT; FINANCIAL CONSULTING 
SERVICES; LEASE PURCHASE FINANCING SERVICES; MU- 
TUAL FUNDS BROKERAGE AND DISTRIBUTION SERVICES; 
CAPITAL AND FINANCIAL INVESTMENT SERVICES, NAME- 
LY, COMMERCIAL BANKING, COMMODITIES AND TRADE FI- 
NANCING, EXPORT FINANCING, REAL ESTATE FINANCING, 
LEVERAGED FINANCING, ACQUISITION FINANCING, 
PROJECT FINANCING, LOAN TRADING, MORTGAGE BRO- 
KERAGE AND FINANCIAL ANALYSIS AND CONSULTATION; 
LOAN SYNDICATION AND MERGERS AND ACQUISITIONS 
ADVISORY SERVICES; FINANCIAL GUARANTEE AND SUR- 
ETY SERVICES; MONEY EXCHANGE SERVICES; FINANCIAL 
CLEARINGHOUSE SERVICES; CUSTOMS BROKERAGE SERV- 
ICES, FISCAL ASSESSMENT AND EVALUATION SERVICES: 
FINANCIAL MANAGEMENT SERVICES, PAWN BROKERAGE 
SERVICES, DEBT COLLECTION SERVICES, AND ISSUANCE 
OF TRAVELERS CHECKS AND LETTERS OF CREDIT (U.S. 
CLS. 100, 101 AND 102). 


CLASS 38—COMMUNICATION 


FOR TELECOMMUNICATIONS SERVICES OF MESSAGES, OF 
INFORMATION, AND ALL KINDS OF DATA BY TELEGRAM, 
TELEPHONE, FACSIMILE TRANSMISSIONS, TELETEXT COM- 
MUNICATION AND ELECTRONIC TRANSMISSION OF DATA 
AND DOCUMENTS AND IMAGES BY COMPUTER TERMINALS 
AND ELECTRONIC MAIL (U.S. CLS. 100, 101 AND 104). 


SN 75-475,.271. BULL S.A., 78430 LOUVECIENNES, FRANCE, 
FILED 4-27-1998. 


SearchWay 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FRANCE APPLI- 
CATION NO. 97/703233, FILED 11-5-1997, REG. NO. 97703233, 
DATED 11-5-1997, EXPIRES 11-5-2007. 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR DATA PROCESSING EQUIPMENT. NAMELY, COM- 
PUTERS, MICROPROCESSORS AND MULTI PROCESSORS; 
COMPUTER NETWORKS COMPRISING NETWORK SERVERS, 
COMPUTER PRINTERS, COMPUTER MONITORS, ROUTERS, 
EXTERNAL STORAGE DRIVES AND CONTROLLERS; COM- 
PUTER PERIPHERALS, NAMELY, DISK DRIVES, KEYBOARD 
VIDEO MONITORS, PRINTERS, COMBINED KEY BOARDS AND 
VIDEO MONITORS; MEMORIES FOR RECORDING SOUND. 
DATA OR IMAGES, NAMELY, MAGNETIC, OPTICAL AND IN- 
TEGRATED CIRCUIT MEMORIES, BLANK MAGNETIC TAPES, 
BLANK MAGNETIC DISKS AND BLANK GROOVED RECORDS; 
OPTICAL READERS; DATA TRANSMISSION EQUIPMENT, 
NAMELY, TERMINAL MODEMS, CENTRAL SPLITTER UNITS, 
CENTRAL NETWORK UNITS, CENTRAL MODEM UNITS AND 
SETUP CONSOLES TELECOMMUNICATIONS EQUIPMENT, 
NAMELY, MULTIPLEXERS, VOICE AND DATA LINE SHARING 
SWITCHES, MODULAR CONNECTION BLOCKS, TELEPHONES. 
DATA SORTERS AND CLASSIFIERS FOR DATA PROCESSING: 
SOFTWARE FOR DATABASE MANAGEMENT, VOICE MAIL, 
E-MAIL AND FACSIMILE TRANSMISSION; SOFTWARE FOR 
TRANSFORMING MULTIPLE PHYSICAL SERVERS INTO A SIN- 
GLE VIRTUAL SERVER, SOFTWARE FOR ASSISTANCE TO 
THE BLIND AND SEEING HANDICAPPED FOR READING TEXT 
BASED DOCUMENTS ON A COMPUTER: PORTABLE SMART 
CARDS: SMART CARD READERS: AND SOUND MEDIA, 
NAMELY, PRE-RECORDED PHONOGRAPH RECORDS, AUDIO 
CASSETTE TAPES, AND COMPACT DISKS FOR COMPUTER 
INSTRUCTION (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 16—PAPER GOGDS AND PRINTED 
MATTER 


FOR MANUALS RELATED TO DATA PROCESSING (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50) 


CLASS 42—MISCELLANEOUS SERVICES 


FOR SOFTWARE PROGRAMMING, MAINTENANCE AND UP- 
DATING OF SOFTWARE, ENGINEERING AND CONSULTING 
SERVICES FOR INFORMATION SYSTEMS AND DESIGN, DE- 
VELOPMENT AND SOFTWARE APPLICATION, AND ENCOD- 
ING FOR USE IN DATA PROCESSING EQUIPMENT (U.S. CLS. 
100 AND 101). - 


SN 75-494.210. CAREMED MEDICAL PRODUKTE AG, D-01109 
DRESDEN, FED REP GERMANY, FILED 6-1-1998 


Cssca8S Sax 


£53 CareVent 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FED REP GER- 
MANY APPLICATION NO. 39757596.305, FILED 12-2-1997, REG. 
NO. 39757596.3, DATED 1-13-1998, EXPIRES 12-31-2007 

THE DRAWING IS LINED FOR THE COLORS GRAY 
(“CAREVENT’ AND THE ADJACENT ARC) AND YELLOW 
(THE DESIGN ELEMENT ON THE LEFT SIDE OF THE DRAW- 
ING). 


OFFICIAL GAZETTE 


FEB 20, 2001 


CLASS 5—PHARMACEUTICALS 


FOR PHARMACEUTICAL, VETERINARY AND SANITARY 
PREPARATIONS FOR TREATING DISEASES RELATED TO URI- 
NARY BLADDERS, INTESTINAL TRACTS, BLOOD VESSELS 
AND CIRCULATORY SYSTEMS; SANITARY PREPARATIONS 
FOR CLEANING AND STERILIZING MEDICAL, DENTAL AND 
VETERINARY EQUIPMENT USED FOR TREATING DISEASES 
OF URINARY BLADDERS, INTESTINAL TRACTS, BLOOD VES- 
SELS AND CIRCULATORY SYSTEMS; DENTAL PREPARA- 
TIONS FOR THE TREATMENT OF DISEASES IN BLOOD VES- 
SELS NEAR THE MOUTH, GUMS AND TEETH (U.S. CLS. 6. 
18, 44, 46, 51 AND 52). 


CLASS 10—MEDICAL APPARATUS 


FOR SURGICAL AND VETERINARY APPARATUS AND IN- 
STRUMENTS, NAMELY, DEVICES FOR TESTING AND MEAS- 
URING BODY-SPECIFIC VALUES OF THE CIRCULATORY SYS- 
TEM, CENTRAL VENOUS PRESSURE, BLOOD VESSELS, 
BLADDERS, RENAL TRACTS, IN PARTICULAR PHYSICAL 
AND/OR CHEMICAL VALUES BASED ON BODY FUNCTIONS, 
AS WELL AS FOR THE TRANSFER, INFUSION AND DIS- 
PENSING OF BODY FLUIDS AND BODY SECRETIONS, NAME- 
LY, BLOOD, URINE, STOOL AND OTHER BODY SECRETIONS; 
CATHETER VALVES FOR BLADDER DRAINAGE; DENTAL AP- 
PARATUS AND INSTRUMENTS, NAMELY, DEVICES FOR CON- 
TROLLING AND TREATING DISEASES OF THE MOUTH, 
GUMS AND TEETH: ARTIFICIAL LIMBS, EYES AND TEETH 
(U.S. CLS. 26, 39 AND 44). 


SN 75-494,211. CAREMED MEDICAL PRODUKTE AG, D-01109 
DRESDEN, FED REP GERMANY, FILED 6-1-1998 


CareSpike 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FED REP GER- 
MANY APPLICATION NO. 39757595.505, FILED 12-2-1997, REG 
NO. 39757595, DATED 1-13-1998, EXPIRES 12-31-2007. 

THE DRAWING IS LINED FOR THE COLORS YELLOW AND 
GRAY. COLOR IS CLAIMED AS A FEATURE. 


CLASS 5—PHARMACEUTICALS 


FOR PHARMACEUTICAL, VETERINARY AND SANITARY 
PREPARATIONS FOR TREATING DISEASES RELATED TO URI- 
NARY BLADDERS, INTESTINAL TRACTS, BLOOD VESSELS 
AND CIRCULATORY SYSTEMS; SANITARY PREPARATIONS 
FOR CLEANING AND STERILIZING MEDICAL, DENTAL AND 
VETERINARY EQUIPMENT USED FOR TREATING DISEASES 
OF URINARY BLADDERS, INTESTINAL TRACTS, BLOOD VES- 
SELS AND CIRCULATORY SYSTEMS; DENTAL PREPARA- 
TIONS FOR THE TREATMENT OF DISEASES IN BLOOD VES- 
SELS NEAR THE MOUTH, GUMS AND TEETH (U.S. CLS. 6, 
18, 44, 46, 51 AND 52). 


CLASS 10—MEDICAL APPARATUS 


FOR SURGICAL AND VETERINARY APPARATUS AND IN- 
STRUMENTS, NAMELY, DEVICES FOR TESTING AND MEAS- 
URING BODY-SPECIFIC VALUES OF THE CIRCULATORY SYS- 
TEM, CENTRAL VENOUS PRESSURE, BLOOD VESSELS, 
BLADDERS, RENAL TRACTS, IN PARTICULAR PHYSICAL 
AND/OR CHEMICAL VALUES BASED ON BODY FUNCTIONS, 
AS WELL AS FOR THE TRANSFER, INFUSION AND DIS- 
PENSING OF BODY FLUIDS AND BODY SECRETIONS, NAME- 
LY, BLOOD, URINE, STOOL AND OTHER BODY SECRETIONS; 
CATHETER VALVES FOR BLADDER DRAINAGE; DENTAL AP- 
PARATUS AND INSTRUMENTS, NAMELY, DEVICES FOR CON- 
TROLLING AND TREATING DISEASES OF THE MOUTH, 
GUMS AND TEETH; ARTIFICIAL LIMBS, EYES AND TEETH 
(U.S. CLS. 26, 39 AND 44). 
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SN 75-497.809. MULTIPREVIEWS, INC., ATLANTA, GA. FILED 
6-8-1998 


AMPLIFIED 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPACT DISCS FEATURING MUSIC; 
DOWNLOADABLE DIGITAL MUSICAL SOUND RECORDINGS 
VIA A GLOBAL COMPUTER NETWORK (U.S. CLS. 21, 23, 26, 
36 AND 38). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR ENTERTAINMENT SERVICES IN THE NATURE OF 
MUSIC PROGRAMMING VIA A GLOBAL COMPUTER NET- 
WORK AUDIO RECORDING AND PRODUCTION; RECORD 
MASTER PRODUCTION; AND DISTRIBUTION OF MUSIC PRO- 
GRAMMING FOR OTHERS (U.S. CLS. 100, 101 AND 107). 


SN 75-503,507. RAD STRAT SERVICES LLC, HANOVER, NH 
FILED 6—16—1998 


RUTHLESS 
HYPERCOMPETITOR 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PUBLICATIONS NAMELY, BOOKS, MAGAZINES, 
BOOKLETS, WORKBOOKS, BROCHURES, ONLINE MAGA- 
ZINES, REGARDING FINANCES, BUSINESS OPERATIONS, 
MANAGEMENT, STRATEGIC PLANNING, WEALTH MANAGE- 
MENT, CORPORATE FINANCE. MERGERS AND ACQUISI- 
TIONS, PRIVATE PLACEMENT, INVESTMENT, BROKERAGE 
AND EQUITY, AND TAX ADVICE (U.S. CLS. 2, 5, 22, 23. 29, 
37, 38 AND 50). 


CLASS 35—ADVERTISING AND BUSINESS 


FOR BUSINESS CONSULTING SERVICES (U.S. CLS. 100, 101 
AND 102) 


CLASS 36—INSURANCE AND FINANCIAL 


FOR FINANCIAL CONSULTING SERVICES REGARDING 
WEALTH MANAGEMENT, CORPORATE FINANCE, MERGERS 
AND ACQUISITIONS, PRIVATE PLACEMENT, INVESTMENT, 
BROKERAGE, AND EQUITY TRANSACTION (U.S. CLS. 100. 
101 AND 102). 


SN 75-520.807. MEYER. DIPL.-ING. UDO, A-2500 BADEN, AUS- 
TRIA, FILED 10-30-1999 


AEROSTRIP 


OWNER OF AUSTRIA REG. NO 
EXPIRES 3-6-2007 


168674. DATED 3-6-1997, 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR AERATORS FOR TREATMENT OF WATER AND 
WASTEWATER (U.S. CLS. 13, 21, 23, 31 AND 34). 
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CLASS 42—MISCELLANEOUS SERVICES 


FOR TECHNICAL DEVELOPMENT OF AERATING SYSTEMS 
FOR USE IN WATER AND WASTEWATER TREATMENT (U.S. 
CLS. 100 AND 101) 


SN 75-520,808. MEYER, DIPL.-ING. UDO, A-2500 BADEN, AUS- 
TRIA, FILED 10-30-1999. 


AQUASTRIP 


OWNER OF AUSTRIA REG. NO. 
EXPIRES 5-8-2008. 


175617, DATED 5-8-1998, 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR AERATORS FOR TREATMENT OF WATER AND 
WASTEWATER (U.S. CLS. 13, 21, 23, 31 AND 34). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR TECHNICAL DEVELOPMENT OF AERATING SYSTEMS 
FOR USE IN WATER AND WASTEWATER TREATMENT (U.S. 
CLS. 100 AND 101) 


SN 75-521,401. GAMERA BIOSCIENCE CORPORATION, MED- 
FORD, MA. FILED 7-20-1998. 


LAB DVD 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“DVD"’. APART FROM THE MARK AS SHOWN. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR SCIENTIFIC APPARATUS, NAMELY AN INTEGRATED 
COMBINATION OF A MICROCENTRIFUGE AND MiCROCEN- 
TRIFUGE ROTOR FOR MICROANALYSIS, MICROSYNTHESIS, 
PURIFICATION AND SAMPLE PREPARATION (U.S. CLS. 21, 
23, 26, 36 AND 38). 


CLASS 10—MEDICAL APPARATUS 


FOR MEDICAL APPARATUS, NAMELY AN INTEGRATED 
COMBINATION OF A MICROCENTRIFUGE AND MICROCEN- 
TRIFUGE ROTOR FOR MICROANALYSIS, MICROSYNTHESIS, 
PURIFICATION AND SAMPLE PREPARATION (U.S. CLS. 26, 
39 AND 44). 


SN 75-530,137. LEWA, INC., BANNOCKBURN, IL. BY CHANGE 
OF NAME LEWA STABLES, INC., BANNOCKBURN, IL. 
FILED 8-3-1998. 


RANCHO ESTANCIA 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**RANCHO"’, APART FROM THE MARK AS SHOWN. 

THE SPANISH WORD ‘RANCHO’ TRANSLATES TO 
**RANCH” AND THE SPANISH WORD *‘‘ESTANCIA"’ TRANS- 
LATES TO ‘*‘SOJOURN"’’ WHICH IS DEFINED AS A “TEM- 
PORARY RESIDENCE” OR TO “SPEND A CERTAIN LENGTH 
OF TIME”. 
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CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR ENTERTAINMENT SERVICES IN THE NATURE OF 
RODEO AND ROPING EVENTS: ENTERTAINMENT SERVICES, 
NAMELY, RECREATIONAL SERVICES IN THE NATURE OF 
HORSEBACK RIDING STABLE SERVICES: EDUCATIONAL 
SERVICES, NAMELY, TEACHING AND TRAINING IN THE USE 
OF ROPES AND HORSES FOR THE PURPOSE OF ROPING AND 
HORSEBACK RIDING (U.S. CLS. 100, 101 AND 107) 

FIRST USE 1-27-1995: IN COMMERCE 1-27-1995 


CLASS 42—MISCELLANEOUS SERVICES 

FOR RESEARCHING AND DEVELOPING ROPING AND 
RODEO EQUIPMENT FOR OTHERS, NAMELY, TESTING OF 
MECHANIZED SIMULATED ANIMAL TARGETS AND ROPING 
EQUIPMENT; CATTLE STUD SERVICES, NAMELY. BREEDING 
AND RAISING OF CATTLE (U.S. CLS. 100 AND 101) 

FIRST USE 1-27-1995; IN COMMERCE 1-27-1995 


SN 75-539,750. IMAGINATION HOLDINGS PTY LTD., NOR- 
WOOD. SOUTH. AUSTRALIA, BY ASSIGNMENT YEEND, 
SHANE A., NORWOOD, AUSTRALIA, FILED 8-20-1998 


enASeXeS 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER AND VIDEO GAMES CARTRIDGES; COM 
PUTER AND VIDEG GAME SOFTWARE, COMPUTER AND 
VIDEO GAME PROGRAMS, COMPUTER AND VIDEO GAMES 
RECORDED ON CD-ROM, PRE-RECORDED COMPACT DISCS 
FEATURING GAMES (U.S. CLS. 21, 23, 26, 36 AND 38) 

FIRST USE 1-0-1998; IN COMMERCE 5-0-1998 


CLASS 25—CLOTHING 

FOR CLOTHING, NAMELY, HATS, CAPS, HEADWEAR AND 
T-SHIRTS (U.S. CLS. 22 AND 39). 

FIRST USE 1-0-1998; IN COMMERCE 5-0-1998 


GAZETTE 
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SN 75-544,797. HYUNDAI PRECISION AMERICA, 


DIEGO, CA. FILED 8-31-1998 


INC., SAN 


OWNER OF U.S. REG 
ERS. 

THE MARK CONSISTS OF A STYLIZED VERSION OF 
**HYUNDAI” UNDER TWO OVERLAPPING TRIANGLES, SUCH 
THAT AN EXPOSED TRAPEZOID IS IN THE NON-OVERLAP- 
PING REGION. THE TRIANGLES ARE LINED FOR THE COL- 
ORS GREEN AND YELLOW. 


NOS. 1,104,727, 1,432,737 AND OTH- 


CLASS 6—METAL GOODS 

FOR METAL CARGO CONTAINERS FOR COMMERCIAL USE: 
METAL PLATFORMS FOR ROLLING COMMERCIAL CARGO 
CONTAINERS ON AND OFF OF LOADING DOCKS (U.S. CLS. 
2, 12, 13, 14, 23, 25 AND 50). 

FIRST USE 10-0-1996; IN COMMERCE 11-0--1996. 


CLASS 7—MACHINERY 


FOR POWER-OPERATED PLATFORMS FOR ROLLING COM- 
MERCIAL CARGO CONTAINERS ON AND OFF OF LOADING 
DOCKS (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 

FIRST USE 10-0-1996; IN COMMERCE 11-0-1996. 


CLASS 12—VEHICLES 


FOR CARGO TRAILERS, AND PARTS THEREOF, NAMELY, 
CONTAINER CHASSIS, CARGO CONTAINERS, CONTAINER 
ROLL-IN. AND ROLL-OUT PLATFORMS; AUTOMOBILE 
FRAMES (U.S. CLS. 19, 21, 23, 31, 35 AND 44) 

FIRST USE 10-0-1996; IN COMMERCE 11-0-1996 


SN 75~-550,924. SUN MOUNTAIN, INC., STROUDSBURG, PA. 
FILED 9-14-1998. 


WHOOCHIE MAMAS 


CLASS 25—CLOTHING 

FOR WOMEN’S CLOTHING, NAMELY, SUITS INCLUDING 
JACKET AND PANTS, DRESSES, SKIRTS, SLACKS, TOPS IN- 
CLUDING BLOUSES, SWEATERS, LINGERIE INCLUDING 
NIGHTGOWNS, ROBES, PAJAMAS, SHOES (U.S. CLS. 22 AND 
39). 


CLASS 35—ADVERTISING AND BUSINESS 


FOR RETAIL CLOTHING STORES FEATURING WOMEN’S 
CLOTHING (U.S. CLS. 100, 101 AND 102). 
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SN 75-553.627. 
9-15-1998. 


BMG MUSIC, NEW YORK, NY. FILED 


BMG 


ETS 





OWNER OF U.S. REG. NOS. 1,517,823 AND 1,715,571 

THE MARKS CONSISTS OF THE LETTERS **BMG” IN STYL- 
IZED SCRIPT. THE LETTERS **BMG"’ ARE UNDERLINED AND 
THERE IS A SOLID TRIANGLE OVER THE LETTER **M”’ 


CLASS 35—ADVERTISING AND BUSINESS 

FOR ENTERTAINMENT SERVICES IN THE NATURE OF THE 
DISTRIBUTION OF PRERECORDED MUSICAL SOUND RE- 
CORDINGS AND PRERECORDED MUSICAL AND NON-MUSI- 
CAL VIDEO RECORDINGS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 0-0-1996; IN COMMERCE 0-0-1996. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR PROVIDING INFORMATION REGARDING MUSICAL 
ARTISTS AND PROVIDING RECORDED PERFORMANCES OF 
MUSICAL ARTISTS BY MEANS OF A GLOBAL COMPUTER 
NETWORK; TELEVISION AND VIDEO PRODUCTION SERV- 
ICES; MUSIC AND BOOK PUBLISHING SERVICES (U.S. CLS. 
100, 101 AND 107) 

FIRST USE 0-0-1996; IN COMMERCE 0-0-1996. 


SN 75-557,607. SENIORNET, SAN FRANCISCO, CA. FILED 
9-22-1998. 


SeniorNet' 


OWNER OF U.S. REG. NOS. 1,770,492 AND 1,817,165. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
THE REPRESENTATION OF THE DESIGN OF THE GLOBE, 
APART FROM THE MARK AS SHOWN. 

THE STIPPLING IN THE DRAWING IS FOR SHADING PUR- 
POSES ONLY AND DOES NOT INDICATE COLOR. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR COMPUTER SERVICES, NAMELY, PROVIDING TRAIN- 
ING ON THE USE OF COMPUTERS IN THE FIELDS OF WORD 
PROCESSING, FINANCIAL MANAGEMENT, TELECOMMUNI- 
CATIONS AND DATABASES FOR SENIOR CITIZENS (U.S. CLS. 
100, 101 AND 107). 

FIRST USE 5-1-1998; IN COMMERCE 5-1-1998. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR COMPUTER SERVICES, NAMELY, PROVIDING ON-LINE 
DATABASES FEATURING INFORMATION REGARDING 
HEALTH AND SOCIAL CONCERNS, THE ARTS, LEISURE, 
CONSUMER EDUCATION, AND PERSONAL FINANCIAL MAN- 
AGEMENT, ALL FOR SENIOR CITIZENS (U.S. CLS. 100 AND 
101). 

FIRST USE S—1-1998; IN COMMERCE 5-1-1998. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 75-561,248. TEMPUS SOFTWARE, INC., JACKSONVILLE, FL 
FILED 9-29-1998 


TEMPUS 


THE ENGLISH TRANSLATION OF THE WORD **TEMPUS” 
IN THE MARK IS “TIME” 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER SOFTWARE FOR SCHEDULING PATIENT 
PROCEDURES AND APPOINTMENTS AND FOR ALLOCATING 
AND TRACKING THE AVAILABILITY OF HEALTH CARE FA- 
CILITY PERSONNEL, EQUIPMENT, INVENTORY AND ROOMS 
TO PERFORM PATIENT PROCEDURES AND APPOINTMENTS 
(U.S. CLS. 2!, 23, 26, 36 AND 38). 

FIRST USE 7-0-1993; IN COMMERCE 7-0-1993. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR TECHNICAL CONSULTING IN THE FIELD OF COM- 
PUTER NETWORKS AND PATIENT SCHEDULING SYSTEMS: 
MAINTENANCE AND UPDATING OF COMPUTER SOFTWARE 
FOR OTHERS (U.S. CLS. 100 AND 101). 

FIRST USE 7-0-1993; IN COMMERCE 7-0-1993. 


SN 75-564,584. BRITISH TELECOMMUNICATIONS, LONDON 
ECLA 7AJ, ENGLAND, FILED 10-5-1998. 


SOLSTRA 


OWNER OF UNITED KINGDOM REG. NO. 2152034, DATED 
7-3-1998, EXPIRES 11-26-2007. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL SERVICES, NAMELY CONDUCTING 
ONLINE TRAINING COURSES IN THE FIELD OF BUSINESS, 
AND CONSULTATION SERVICES RENDERED IN CONNECTION 
THEREWITH (U.S. CLS. 100, 101 AND 107). 


CLASS 42—MISCELLANEOUS SERVICES 

FOR PROVIDING EDUCATIONAL CONSULTATION SERV- 
ICES IN THE FIELDS OF ONLINE AND NET-BASED LEARNING 
AND TRAINING PROGRAMS; ADMINISTRATION OF ONLINE 
NET-BASED LEARNING AND TRAINING PROGRAMS. NAME- 
LY HOSTING ONLINE AND NET-BASED LEARNING AND 
TRAINING WEB SITES OF OTHERS ON A GLOBAL COM- 
PUTER NETWORK (U.S. CLS. 100 AND 101). 


SN 75-567,244. GREATCOFFEE.COM, 
FILED 10-8-1998. 


INC., BELMONT, CA. 


GREATCOFFEE.COM 


CLASS 35—ADVERTISING AND BUSINESS 

FOR ON-LINE RETAIL STORE SERVICES IN THE AREA OF 
COFFEE AND GOODS USED IN CONNECTION WITH COFFEE 
(U.S. CLS. 100, 101 AND 102). 
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CLASS 42—MISCELLANEOUS SERVICES 

FOR PROVIDING INFORMATION AND ADVICE TO USERS 
OF COMPUTERIZED ON-LINE SHOPPING SERVICES, NAMELY, 
ON-LINE ACCESS TO PRODUCT DESCRIPTION, PRODUCT IM 
AGES, PRODUCT DEMONSTRATION, PRODUCT LISTINGS, 
NEW PRODUCT INFORMATION AND REVIEWS, CUSTOMER 
TRACKING, INVENTORY CONTROL AND CUSTOMER DATA- 
BASE ACCESS (U.S. CLS. 100 AND 101). 


SN_ 75--570,158. CAL-JUNE, 


FILED 10--9-1998 


INC... NORTH HOLLYWOOD. CA 


JIM-BUOY 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR RING BUOYS FOR USE IN WATER RESCUE (U.S. CLS 
21, 23, 26, 36 AND 38) 

FIRST USE 10-22-1967; IN COMMERCE 10-22-1967 


CLASS 28—TOYS AND SPORTING GOODS 

FOR RING BUOYS FOR RECREATIONAL USE (U.S. CLS. 22, 
23, 38 AND 50) 

FIRST USE 9-15-1966; IN COMMERCE 9-15-1966 


SN 75-570,373. ALLEN, ROBERT F.W., MISSISSAUGA, ON- 


FARIO LSM 1G8, CANADA, FILED 10-15-1998 


KISS SIGN 


PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA AP- 
PLICATION NO. 875118, FILED 4-14-1998. 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 

FOR KITS CONSISTING OF WOMEN/MEN’S COSMETIC 
ITEMS; NAMELY, PERFUMES AND COLOGNES; KITS CON- 
SISTING OF PERSONAL TOILETRY ITEMS, NAMELY. HAIR 
SHAMPOOS AND CONDITIONERS, SKIN CREAMS, TOOTH- 
BRUSHES AND TOOTHPASTE, SOAPS AND DEODORANTS; 
TOILETRIES, NAMELY, DEODORANTS, TOOTHPASTE, 
COMBS, BRUSHES, SOAPS, HAIR SHAMPOO AND CONDI- 
TIONER (U.S. CLS. 1, 4, 6, 50, 51 AND 52) 


CLASS 14—JEWELRY 


FOR CLOCKS: MEDALS: MEDALLIONS; COINS, SILVER- 
WARE. JEWELLERY, NAMELY, STICKPINS, PENDANTS. 
BROOCHES, BRACELETS. CHAINS, NECKLACES, CHARMS, 
EARRINGS. RINGS, TIE PINS, TIE TACKS, TIE CLASPS, TIE 
BARS. CUFFLINKS. MONEY CLIPS, WATCHES AND BELT 
BUCKLES (U.S. CLS. 2, 27, 28 AND 50) 


CLASS 25—CLOTHING 

FOR APRONS, BASEBALL HATS; HEADBANDS; WRIST- 
BANDS AND ATHLETIC VISORS; GOLF SHIRTS; TANK TOPS: 
SPORT SOCKS; JOGGING SUITS: SHORTS: WOMEN’S CLOTH- 
ING ITEMS, NAMELY, SKIRTS, BLOUSES, HOSIERY, UNDER- 
GARMENTS. SLEEPWEAR, SWEATERS, POLO SHIRTS, 
SCARVES AND HANDKERCHIEFS; MEN’S AND CHILDREN’S 
CLOTHING ITEMS, NAMELY, SPORTS SHIRTS, SWEATERS, 
POLO SHIRTS, TIES, SUSPENDERS AND HANDKERCHIEFS: 
SUN VISORS. FOOTWEAR, NAMELY, SLIPPERS AND SAN- 
DALS (U.S. CLS. 22 AND 39) 
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SN 75-571,307. HOME INFORMATION SERVICES. 
YORK, NY. FILED 10-14-1998 


INC.. NEW 


THE STIPPLING/LINING 
SHADING 
COLOR 


APPEARS IN THE MARK FOR 
PURPOSES ONLY AND DOES NOT INDICATE 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR TELECOMMUNICATIONS SOFTWARE, NAMELY, COM- 
PUTER SOFTWARE FOR MANAGING AND ACCESSING INFOR- 
MATION ON PUBLIC AND PROPRIETARY NETWORKS; AND 
COMPUTER SOFTWARE USED TO FACILITATE COMMUNICA- 
TION BETWEEN AND WITHIN COMPUTER NETWORKS (U.S 
CLS. 21, 23, 26, 36 AND 38). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR SOFTWARE DESIGN SERVICES FOR OTHERS; NAME- 
LY, DESIGNING CUSTOMIZED TELECOMMUNICATIONS 
SOFTWARE, NAMELY, COMPUTER SOFTWARE FOR MAN- 
AGING AND ACCESSING INFORMATION ON PUBLIC AND 
PROPRIETARY NETWORKS; SOFTWARE MAINTENANCE AND 
UPDATING; PROVIDING INFORMATION AND PROGRAMMING 
SERVICES IN THE FIELD OF WEB DATA AND DEVELOPMENT 
OF ADAPTIVE CONTENT OVER PUBLIC AND PROPRIETARY 
NETWORKS; TECHNICAL CONSULTATION IN THE FIELD OF 
COMPUTER HARDWARE, SOFTWARE, COMPUTER NET- 
WORES. WEB DATA AND DEVELOPMENT OF ADAPTIVE 
CONTENT OVER PUBLIC AND PROPRIETARY NETWORKS 
(U.S. CLS. 100 AND 101). 


SN 75-577,068. AMERICAN ROLAND FOOD CORP., 
YORK, NY. FILED 10-26-1998. 


NEW 


ROLAND 


OWNER OF U.S. REG. NOS. 627,935, 1.098.745 AND 1,472,563. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR PAPER WRAPPERS FOR HOLDING MEAT CHOPS (U.S 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 6-30-1985; IN COMMERCE 8-15-1985. 


CLASS 21—HOUSEWARES AND GLASS 

FOR BAMBOO TOOTHPICKS; SWORD SHAPED TOOTH- 
PICKS; SKEWERS, AND DECORATIVE PARTY TOOTHPICKS 
(U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). 

FIRST USE 3-14-1985; IN COMMERCE 5-1-1985. 
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CLASS 24—FABRICS 

FOR CHEESECLOTH USED TO WRAP LEMON (U.S. CLS 
42 AND S50). 

FIRST USE 10-15-1993; IN COMMERCE 12-1-1993 


CLASS 29—MEATS AND PROCESSED FOODS 

FOR MEATS AND PROCESSED FOODS, NAMELY, GARLIC, 
VEGETABLE OILS, FLAVORED VEGETABLE OILS, CHILI OIL, 
GRAPESEED OIL, OLIVE OIL, TRUFFLE OIL, VEGETABLE 
SALADS, OLIVE PASTE, OLIVE SPREAD, PEPPERONCINI, 
PROCESSED ROASTED PEPPERS, PICKLES, EDIBLE AND 
COOKING JUICE DERIVED FROM TRUFFLES, PROCESSED 
COCKTAIL ONIONS, TAHINI. DRIED CHERRIES, FIGS, PROC- 
ESSED GRAPE LEAVES, GRAPEFRUIT, PINEAPPLE; AND SEA- 
FOOD, NAMELY, BABY CONCH (U.S. CL. 46). 

FIRST USE 3-1-1989; IN COMMERCE 6-1-1989. 


CLASS 30—STAPLE FOODS 


FOR VINEGAR: APPLE CIDER VINEGAR; BALSAMIC VIN- 
EGAR, PASTRIES; WAFERS; CIGARETTE-SHAPED COOKIES; 
LADY FINGERS; CANAPE SHELLS: PUFF PASTRY; 
BARQUETTES; PUFF PASTRY FOR SNAILS; FISH-SHAPED 
PUFF PASTRY; ROUND PUFF PASTRY: TARTS; PASTRY 
GLAZE, RICE; RISOTTO RICE DISHES; CORN MEAL: TEA; 
DRIED AND CRUSHED CHILI PEPPERS USED AS 
SEASONINGS, CHILI PEPPER POWDER USED AS SEASONING, 
PAPRIKA; PEPPERCORN MIX USED AS A CONDIMENT. SALT; 
MUSTARD POWDER; PESTO SAUCE; CHESTNUT PASTE; HOT 
SAUCE; CHILI SAUCE; BARBECUE SAUCE; MAPLE SYRUP; 
AND PROCESSED GRAINS (U.S. CL. 46) 

FIRST USE 4-30-1988, IN COMMERCE 6-15-1988 


CLASS 32—LIGHT BEVERAGES 


FOR NON-ALCOHOLIC COCKTAIL MIXES; PINA COLADA 
MIX: GRENADINE SYRUP: LIME JUICE; INSTANT GINSENG 
BEVERAGE POWDER (U.S. CLS. 45, 46 AND 48) 

FIRST USE 2-24-1985, IN COMMERCE 6-1-1985 


CLASS 33—WINES AND SPIRITS 


FOR COOKING WINE (U.S. CLS. 47 AND 49). 
FIRST USE 6-3-1988; IN COMMERCE 8-1-1988. 


SN 75-600,031. LIONS COVE INC.. WINNIPEG MBC-MANITOBA 
R3G 0MS, CANADA, BY ASSIGNMENT 3139042 MANITOBA 
LTD., WINNIPEG, CANADA, FILED 11-19-1998 


LIONS 


PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA AP- 
PLICATION NO. 886.461, FILED 8-6-1998. REG. NO 
TMA524680. DATED 3-10-2000, EXPIRES 3-10-2015 


CLASS 36—INSURANCE AND FINANCIAL 


FOR REAL ESTATE MANAGEMENT (U.S. CLS. 100, 101 AND 
102) 


194-362 TMOG - 01 - 32: QL3 
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CLASS 37—CONSTRUCTION AND REPAIR 


FOR DEVELOPMENT OF LAND, NAMELY, PLANNING AND 
LAYING OUT OF RESIDENTIAL AND COMMERCIAL COMMU- 
NITIES (U.S. CLS. 100, 103 AND 106) 


SN 75-602,628. MURPHY, TIMOTHY G., CO. CORK, IRELAND, 
FILED 12-10-1998 


ASIV 


CLASS 35—ADVERTISING AND BUSINESS 


FOR ADVERTISING AGENCY SERVICES, BUSINESS MAN- 
AGEMENT (U.S. CLS. 100, 101 AND 102). 


CLASS 36—INSURANCE AND FINANCIAL 


FOR MONETARY AND FINANCIAL SERVICES, NAMELY. 
SAVINGS ACCOUNT SERVICES, SAVINGS BANK SERVICES. 
ELECTRONIC FUNDS TRANSFER, BANKING SERVICES, CRED- 
IT CARD SERVICES, FINANCIAL PLANNING, FIDUCIARY REP- 
RESENTATIVES, AUTOMATED TELLER MACHINE SERVICES. 
POINT OF SALE ELECTRONIC FUNDS TRANSFER, ELEC- 
TRONIC BENEFITS TRANSFER, AND FINANCIAL ADVISORY 
AND CONSULTING SERVICES (U.S. CLS. 100, 101 AND 102) 


SN 75-603,319. BENTLEY SYSTEMS, INCORPORATED, EXTON, 
PA. FILED 12-10-1998. 


OPEN DGN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“OPEN*’. APART FROM THE MARK AS SHOWN. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR COMPUTER PROGRAMS FOR ENGINEERING AND 
COMPUTER AIDED DESIGN (U.S. CLS. 21, 23, 26, 36 AND 
38). 


CLASS 35—ADVERTISING AND BUSINESS 


FOR LICENSING COMPUTER SOFTWARE (U.S. CLS. 100, 101 
AND 102) 


CLASS 42—MISCELLANEOUS SERVICES 

FOR MAINTENANCE OF COMPUTER SOFTWARE; AND 
CONSULTING SERVICES IN THE FIELD OF COMPUTER SOFT- 
WARE (U.S. CLS. 100 AND 101) 
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SN 75-605,855. HANGZHOU TSUBAKI DUNPAI CHAIN CO., 
LTD., HANGZHOU, CHINA, FILED 12-15-1998. 


i 


Tdp 


> 








CLASS 7—MACHINERY 


FOR CHAINS AND BELTS BEING PARTS OF ENGINES; 
CHAINS AND BELTS BEING PARTS BEING PARTS OF LAND 
VEHICLE ENGINES; CHAINS AND BELTS USED AS PARTS 
IN AIR VEHICLES, BOATS AND SHIPS (U.S. CLS. 13, 19, 21, 
23, 31, 34 AND 35). 

FIRST USE 6-9-1997; IN COMMERCE 12-0-1997 


CLASS 12—VEHICLES 


FOR BICYCLE CHAINS (U.S. CLS 
44). 
FIRST USE 6-9-1997; IN COMMERCE 12-0-1997 


19, 21, 23, 31, 35 AND 


SN = _75-613,115. |. MULTI-COMMUNICATION, NAAMLOZE 
VENNOOTSCHAP, B-2018 ANTWERPEN, BELGIUM, FILED 
12-29-1998 


DEC FUN 


THE STIPPLING IS A FEATURE OF THE MARK, AND DOES 
NOT INDICATE COLOR. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR PAPER GOODS, NAMELY, DOUBLE-SIDED ADHESIVE 
STICKERS THAT MAY BE USED BY CHILDREN TO DECO- 
RATE WALLS, BOOKS, GLASSES AND CUPS (U.S. CLS. 2, 
5, 22, 23, 29, 37, 38 AND 50) 


CLASS 27—FLOOR COVERINGS 


FOR NON-TEXTILE WALL HANGINGS, CARPETS, RUGS, 
MATS AND MATTING, AND LINOLEUM FOR COVERING EX- 
ISTING FLOORS (U.S. CLS. 19, 20, 37, 42 AND 50). 


SN 75-613,251. WAMILES COSMETICS INC.. YOKOHAMA, 
KANAGAWA 233-0004, JAPAN, FILED 12-29-1998. 


WAMILES 


OFFICIAL GAZETTE 
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CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR COSMETICS AND COSMETIC PREPARATIONS, NAME- 
LY, SKIN SOAP, SKIN CREAM, SKIN LOTIONS, OIL FOR PER- 
SONAL USE, SKIN MOISTURIZER, SUN SCREEN PREPARA- 
TIONS, MAKE-UP REMOVER, FOUNDATION MAKE-UP, FACE 
POWDER, EYE SHADOW, BLUSHER, EYE LINERS, LIP STICK, 
LIP GLOSS, NON-MEDICATED LIP BALM, COSMETIC PEN- 
CILS, EYEBROW PENCILS, MASCARA, HAIR SHAMPOO, AND 
HAIR CONDITIONER (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 7-4-1986; IN COMMERCE 7-4-1986. 


CLASS 18—LEATHER GOODS 


FOR BAGS FOR COSMETICS SOLD EMPTY, COSMETIC 
CASES SOLD EMPTY (U.S. CLS. 1, 2, 3, 22 AND 41). 
FIRST USE 12-11-1995; IN COMMERCE 12-11-1995 


CLASS 24—FABRICS 


FOR TOWELS (U.S. CLS. 42 AND 50) 
FIRST USE 7-26-1993; IN COMMERCE 7-26-1993. 


CLASS 25—CLOTHING 

FOR BATHROBES, KITCHEN APRONS (U.S. CLS. 22 AND 
39). 

FIRST USE 7-4-1986; IN COMMERCE 7-4-1986. 


SN 75-616,230. APPLICATION CONSULTANTS, INC., 
MINSTER, CO. FILED 1-4-1999. 


WEST- 


(ron-relt 


CLASS 37—CONSTRUCTION AND REPAIR 

FOR PROVIDING FOR THE INSTALLATION OF COMPUTER 
NETWORKS IN-PERSON FOR SCHOOLS (U.S. CLS. 100, 103 
AND 106). 

FIRST USE 12-1-1998; IN COMMERCE 12-1-1998. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR PROVIDING COMPUTER TECHNICAL NETWORK SERV- 
ICES, NAMELY, ASSESSMENT OF THE SPECIFICATIONS OF 
EXISTING COMPUTER NETWORKS, PLANNING AND DESIGN 
OF COMPUTER NETWORKS VIA THE TELEPHONE, E-MAIL, 
THE GLOBAL COMPUTER NETWORK AND IN PERSON FOR 
SCHOOLS; PROVIDING TECHNICAL NETWORK SUPPORT 
SERVICES, NAMELY, TROUBLESHOOTING OF COMPUTER 
HARDWARE AND SOFTWARE PROBLEMS VIA TELEPHONE, 
E-MAIL, THE GLOBAL COMPUTER NETWORK AND IN PER- 
SON; INSTALLATION OF COMPUTER SOFTWARE ON COM- 
PUTER NETWORK FOR SCHOOLS (U.S. CLS. 100 AND 101). 

FIRST USE 12-1-1998; IN COMMERCE 12-1-1998. 
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SN 75-616,.297. SNOW PEAK U.S.A. INC., LAKE OSWEGO, OR 
FILED 1-4-1999 


CLASS 4—LUBRICANTS AND FUELS 
FOR PROPANE, ISOBUTANE AND WHITE GASOLINE CAN- 


ISTERS FOR USE WITH COOKING STOVES (U.S. CLS. 1, 6 
AND 15). 


CLASS 6—METAL GOODS 


FOR METAL TENT PEGS AND STAKES (U.S. CLS. 2, 12, 
13, 14, 23, 25 AND 50). 


CLASS 8—HAND TOOLS 

FOR HAND TOOLS FOR CAMPING, FISHING AND OUT- 
DOOR ACTIVITIES. NAMELY, HAMMERS AND HAMMER 
HEADS: CHOPSTICKS; TABLEWARE, NAMELY, FORKS, 
KNIVES AND SPOONS (U.S. CLS. 23, 28 AND 44). 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 

FOR PROPANE, ISOBUTANE AND WHITE GASOLINE CAMP- 
ING LANTERNS AND STOVES; FIRE PLACES; OVEN GAS IG- 
NITERS; ELECTRIC GRIDDLES; ELECTRIC COFFEE PERCOLA- 
TORS (U.S. CLS. 13, 21, 23, 31 AND 34). 


CLASS 13—FIREARMS 
FOR FIRE IGNITERS (U.S. CLS. 2 AND 9). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR GLOBES (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50) 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR FURNITURE, NAMELY, TABLES AND CHAIRS FOR 
CAMPING AND FISHING: CLOTHING HANGERS (U.S. CLS. 2, 
13, 22, 25, 32 AND 50). 


CLASS 21—HOUSEWARES AND GLASS 


FOR HOUSEHOLD UTENSILS USED IN CAMPING AND FISH- 
ING, NAMELY, COFFEE SIEVES; COOKWARE, NAMELY, POTS 
AND PANS; CUPS: CUTTING BOARDS; NON-ELECTRIC GRID- 
DLES; MUGS; NON-ELECTRIC COFFEE PERCOLATORS,; COOK- 
ING UTENSILS, NAMELY, SPATULAS, SIEVES, GRATERS, 
AND MIXING SPOONS (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 
AND 50). 
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SN 75-621,120. MASTERS INTERNATIONAL LIMITED, HURST, 
BERKSHIRE, RGIO OSQ, UNITED KINGDOM, FILED 
1-15-1999. 


WSRC 


PRIORITY CLAIMED UNDER SEC. 44(D) ON UNITED KING- 
DOM APPLICATION NO. 2,180,016, FILED 10-20-1998, REG. 
NO. 2180016, DATED 10-20-1998, EXPIRES 10-20-2008. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR MEDIA FOR STORING SOUND, IMAGES OR DATA, 
NAMELY, PRE-RECORDED VIDEO CASSETTES, 
PRERECORDED VIDEOTAPES, PRERECORDED COMPACT 
DISCS, AND PRERECORDED CD-ROMS FEATURING SPORT- 
ING EVENTS (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PRINTED MATTER, PUBLICATIONS AND PERIODI- 
CALS, NAMELY, MAGAZINES, PROGRAMS, BOOKS, BRO- 
CHURES AND HANDBOOKS ABOUT AND RELATING TO 
SPORT; STATIONERY; BOND PAPER; PAPER PRODUCTS, 
NAMELY PAPER NAPKINS, TABLECLOTHS; PHOTOGRAPH 
ALBUMS; ALMANACS; LOOSE LEAFS BINDERS; BOOKLETS 
ABOUT AND RELATING TO SPORT; BOOKMARKS; BOXES 
FOR PENS; BOXES OF CARDBOARD; CALENDARS; CARD- 
BOARD ARTICLES NAMELY CARDBOARD CONTAINERS AND 
CASES; GREETING CARDS; PLAYING CARDS; CATALOGS 
ABOUT AND RELATING TO SPORT; PRINTED CHARTS 
ABOUT AND/OR RELATING TO SPORT; DOCUMENTS FILES; 
DRAWING PADS AND DRAWING PENS; GRAPHIC PRINTS; 
NEWSLETTERS ABOUT AND RELATING TO SPORT; PAPER- 
WEIGHTS; PENS AND PENCILS; PEN CASES; PENCIL HOLD- 
ERS; PENCIL SHARPENERS; MOUNTED AND UNMOUNTED 
PHOTOGRAPHS; PICTURES; PORTRAITS; POSTCARDS; POST- 
ERS; SCRAPBOOKS; WATER COLOR PAINTINGS AND PIC- 
TURES; WRITING CASES TO HOLD WRITING MATERIALS; 
WRITING INSTRUMENTS; WRITING, SKETCHING AND DRAW- 
ING PADS AND PAPER (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 


CLASS 25—CLOTHING 


FOR CLOTHING, NAMELY TROUSERS, SHORTS, SOCKS, 
TRACKSUITS, T-SHIRTS, VESTS, PULLOVERS, SWEATERS, 
SWEATSHIRTS, WAISTCOATS, TANK TOPS, PANTS, UNDER- 
WEAR, PAJAMAS, COATS, JACKETS, SHIRTS; FOOTWEAR; 
HEADGEAR NAMELY CAPS, HATS, BASEBALL CAPS, BALA- 
CLAVAS, RAIN HATS, HOODS, SUN HATS (U.S. CLS. 22 AND 
39). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR ENTERTAINMENT SERVICES, NAMELY SPORTS CAMP 
SERVICES FEATURING RUGBY; SPORTS CLUB SERVICES, 
NAMELY, ORGANIZATION OF SPORTING COMPETITIONS 
AND EVENTS FEATURING RUGBY; PHYSICAL EDUCATION; 
PROVISION OF SPORTS FACILITIES, NAMELY, RUGBY 
SPORTS GROUNDS AND FIELDS, CHANGING AND LOCKER 
ROOM FACILITIES, PAVILIONS, AND CLUB HOUSES; RENTAL 
OF RUGBY SPORTS EQUIPMENT; PRODUCTION OF RADIO 
PROGRAMS; PRODUCTION, DISTRIBUTION, AND SYNDICA- 
TION OF TELEVISION PROGRAMS, PRODUCTION, DISTRIBU- 
TION, AND SYNDICATION OF CABLE TELEVISION PRO- 
GRAMS; PRODUCTION, DISTRIBUTION, AND SYNDICATION 
OF SATELLITE TELEVISION PROGRAMS; PRODUCTION OF 
AUDIO, VIDEO, AUDIO-VISUAL, MOTION PICTURE FILM RE- 
CORDINGS; RENTAL AND LEASING AUDIO, VIDEO AND 
AUDIO-VISUAL RECORDINGS AND MOTION PICTURE FILMS 
(U.S. CLS. 100, 101 AND 107). 
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SN 75-622,198. THE AMERICAN COLLEGE, BRYN MAWR, PA. 
FILED 8-14-1998. 


REBC 


CLASS 14—JEWELRY 


FOR JEWELRY, NAMELY TIE CHAINS, TIE TACKS, TIE 
BARS, KEY CHAINS, KEY PINS, NECK CHAINS, NECKLACES, 
BRACELETS, STICK PINS, BROOCHES, RINGS, AND CUFF 
LINKS, MADE OF OR COATED WITH PRECIOUS METALS (U.S. 
CLS. 2, 27, 28 AND 50). 

FIRST USE 4-1-1995; IN COMMERCE 4-1-1995. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL SERVICES, NAMELY, CONDUCTING 
CLASSES, SEMINARS, AND CONFERENCES IN THE FIELDS 
OF DISABILITY INCOME AND HEALTH INSURANCE BY 
MEANS OF LIVE AND AUDIO TAPE PRESENTATIONS; OFFER- 
ING AND ADMINISTERING EXAMINATIONS FOR INSURANCE 
PROFESSIONALS ON COMPUTER TERMINALS IN THE FIELDS 
OF DISABILITY INCOME AND HEALTH INSURANCE (US. 
CLS. 100, 101 AND 107). 

FIRST USE 4-1-1995; IN COMMERCE 4-1-1995. 


SN 75-622.576. UNION DE LA SELVA, 30000 COMITAN 
CHIAPAS, MEXICO, FILED 1-14-1999. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“CAFE”’, APART FROM THE MARK AS SHOWN. 

THE STIPPLING AS SHOWN IN THE DRAWING IS IN- 
TENDED TO INDICATE SHADING AND IS NOT A FEATURE 
OF THE MARK PER SE. 

THE MARK CONSISTS OF A MONKEY WRAPPING IT’S 
BODY AROUND A COFFEE BEAN. 

THE ENGLISH TRANSLATION OF “LA SELVA" IS “THE 
JUNGLE”. 


CLASS 30—STAPLE FOODS 


FOR COFFEE, TEA, COCOA, SUGAR; DERIVED PRODUCTS 
OF COFFEE AND COCOA, NAMELY, COCOA MIXES, COCOA 
BUTTER FOR FOOD PRODUCTS, INSTANT COFFEE AND 
CANDY; BREADS, PASTRIES, BAKED GOODS, AND SWEETS, 
NAMELY, CHOCOLATE COVERED COFFEE BEANS (U.S. CL. 
46). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR RESTAURANT AND CAFE SERVICES (U.S. CLS. 100 
AND 101). 
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SN  75-629,475. 
GLENROTHES, 
1-28-1999. 


FORTH TOOL AND _ VALVE, 
FIFE KY6 2RD, SCOTLAND, 


LTD., 
FILED 


PROCLAD 


OWNER OF U.S. REG. NO. 1,423,316. 


CLASS 6—METAL GOODS 


FOR PIPES, NAMELY, STEEL PIPES; PIPE FITTINGS; PIPE 
BENDS, NAMELY, STEEL PIPE INDUCTION BENDS; PIPE 
JOINTS; ELBOWS OF METAL FOR PIPES, NAMELY, STEEL 
PIPE ELBOWS; PIPE JUNCTIONS; MACHINED METAL COMPO- 
NENTS, NAMELY, METAL SCREWS, EXTRUSION SCREW 
FLIGHTS; METAL GASKETS, FOR USE IN PUMPS AND FOR 
USE WITH WELLHEADS; AND REPLACEMENT PARTS FOR 
ALL OF THE FOREGOING (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 
50). 

FIRST USE 8-1-1993; IN COMMERCE 2-1-1994. 


CLASS 7—MACHINERY 

FOR VALVES, NAMELY, MANUAL AND ACTUATED GATE 
VALVES, BALL VALVES, CHECK VALVES, AND FLUID CON- 
TROL VALVES, ALL MADE WHOLLY OR PREDOMINANTLY 
OF METAL, AND ALL FOR USE IN MACHINES; PUMP COMPO- 
NENTS, NAMELY, FLANGES, FITTINGS, PIPING, PUMP CASES, 
AND IMPELLERS; WELLHEAD EQUIPMENT, NAMELY CHECK 
VALVES, PIPING AND GASKETS; BLOW OUT PREVENTERS 
FOR OIL WELLS; AND REPLACEMENT PARTS FOR ALL OF 
THE FOREGOING (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 

FIRST USE 8-1-1993; IN COMMERCE 2-1-1994. 


SN 75-631,679. SCEPTER CORPORATION, TORONTO, ON- 
TARIO, CANADA, FILED 1-27-1999. 


SCEPTER 


OWNER OF CANADA REG. NO. 240,014, DATED 2-22-1980, 
EXPIRES 2-22-2010. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR PLASTIC JUNCTION BOXES, ELECTRICAL CONDUITS, 
ELECTRICAL DUCTS, ELECTRICAL PIPES AND ELECTRICAL 
FITTINGS AND PARTS THEREOF (U.S. CLS. 21, 23, 26, 36 AND 


FIRST USE 0-0-1986; IN COMMERCE 0-0-1986. 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 

FOR ELECTRICAL LIGHT FIXTURES (U.S. CLS. 13, 21, 23, 
31 AND 34). 

FIRST USE 0-0-1985; IN COMMERCE 0-0-1985. 
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SN 75-635,164. CALBEE FOODS CO., LTD., TOKYO, JAPAN, 


FILED 2-5-1999. 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR POTATO CHIPS, POTATO CRISPS, BEAN CHIPS, BEAN 
CRISPS, POPPED PEA CHIPS, POPPED PEA CRISPS, SWEET 
POTATO SNACKS, SWEET POTATO CRISPS, POTATO VEGE- 
TABLE SNACKS, CANNED FRUITS, PRESERVED FRUITS, PRE- 
SERVED VEGETABLES, EGGS, MILK PRODUCTS, NAMELY, 
MILK, CREAM, CHEESE, FERMENTED LACTIC DRINKS, LAC- 
TIC ACID BACTERIA BEVERAGE, BUTTER, FERMENTED 
MILK, POWERED MILK NOT FOR BABIES, GOAT’S MILK, 
SHEEP’S MILK, CONDENSED MILK: EDIBLE OILS, FRUIT 
JELLY, DRIED MUSHROOMS, FRUIT SALAD, VEGETABLE 
SALAD, FRENCH-FRIED POTATOES (U.S. CL. 46). 


CLASS 30—STAPLE FOODS 


FOR OAT FLAKES. OATMEAL, CORN FLAKES, CONFEC- 
TIONERY, NAMELY, CANDY: PASTRIES, SHRIMP FLAVORED 
GRAIN-BASED CHIPS. TORTILLA CHIPS, TORTILLA CRISPS. 
CHEESE FLAVORED GRAIN-BASED SNACKS, CHEESE FLA- 
VORED PUFFED CORN CRISPS. TEA, TEA-BASED BEV- 
ERAGES, CORN STARCH, SWEET POTATO STARCH, CORN 
FLOUR, MAIZE FLOUR, SUGAR, HONEY, RICE, NOODLES. 
SALT, VINEGAR; CONDIMENTS, NAMELY, KETCHUP, MAY- 
ONNAISE, MUSTARD, AND SAUCES; YEAST, SEASONING 
SPICES, COFFEE (U.S. CL. 46). 
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SN 75-637,105. MESSE FRANKFURT GMBH, 60237 FRANKFURT 
AM MAIN, FED REP GERMANY, FILED 2-10-1999. 


OWNER OF FED REP GERMANY REG. NO. 39535543, DATED 
8-30-1995, EXPIRES 8-31-2005. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“MESSE FRANKFURT”, APART FROM THE MARK AS 
SHOWN. 

THE WORDS ‘“*MESSE FRANKFURT’’ MAY BE TRANS- 
LATED TO ENGLISH TO MEAN ‘*FRANKFURT FAIR” OR 
**FRANKFURT EXHIBITION” 


CLASS 35—ADVERTISING AND BUSINESS 

FOR PREPARING ADVERTISEMENTS FOR OTHERS; COOP- 
ERATIVE ADVERTISING AND MARKETING; SECRETARIAL 
AND CLERICAL SERVICES; ORGANIZING FAIRS AND EXHIBI- 
TIONS FOR COMMERCIAL AND ADVERTISING PURPOSES; 
RENTAL OF ADVERTISING SPACE iN VARIOUS MEDIA, 
NAMELY, TELEVISION. NEWSPAPER AND MAGAZINES (U.S 
CLS. 100, 101 AND 102). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL SERVICES, NAMELY, PROVIDING 
TRAINING IN THE FIELDS OF MARKETING AND ADVER- 
TISING: ENTERTAINMENT IN THE NATURE OF LIVE MUSI- 
CAL PERFORMANCES, TELEVISION COMEDY SERIES AND 
ETHNIC FESTIVALS; ORGANIZING EXHIBITIONS, SEMINARS, 
CONFERENCES AND SYMPOSIA FOR EDUCATIONAL, CUL- 
TURAL AND SPORTING PURPOSES (U.S. CLS. 100, 101 AND 
107). 


SN 75-639,629. AMERICOMM DIRECT MARKETING, INC., RO- 
ANOKE, VA. FILED 2-11-1999. 


TRANSVUE 


CLASS 7—MACHINERY 


FOR MACHINERY FOR FOLDING, SCALING, CUTTING AND 
PROCESSING BUSINESS MAILERS, FORMS AND LETTERS 
(U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR LASER AND IMPACT PRINTERS (U.S. CLS 
36 AND 38) 
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SN 75-642,583. ZENRIN CO., LTD., KITAKYUSHU, 803. JAPAN, 
FILED 2-17-1999. 


Navisort 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR ANTI-INTRUSION ALARMS; ANTENNAS; ALTIMETERS: 
VIDEO GAME MACHINES FOR USE WITH TELEVISIONS; 
GAMING EQUIPMENT, NAMELY, SLOT MACHINES WITH OR 
WITHOUT VIDEO OUTPUT; PRERECORDED VIDEO TAPES 
FEATURING ANIMATED CARTOONS; TELEPHONE ANSWER- 
ING MACHINES: AZIMUTH CIRCLES; AUDIO AND VIDEO RE- 
CEIVERS; ODOMETERS; BAR CODE READERS; WARNING DE- 
VICES, NAMELY BELLS; PHOTOGRAPHIC CAMERAS; AUTO- 
MOBILE NAVIGATION SYSTEM USING A SATELLITE GLOB- 
AL POSITIONING SYSTEM (GPS); AUDIO AND VIDEO CAS- 
SETTE RECORDERS; COMPUTER CENTRAL PROCESSING 
UNITS: INTEGRATED CIRCUITS; COIN-OPERATED MECHA- 
NISMS FOR TELEVISION SETS: PRERECORDED AUDIO DISCS 
FEATURING LECTURES IN THE FIELD OF GEOGRAPHIC 
MAPS; PRERECORDED CD-ROMS CONTAINING GEOGRAPHIC 
MAPS; COMPUTER KEYBOARDS; COMPUTER OPERATING 
SYSTEMS; COMPUTER PERIPHERALS; PRERECORDED COM- 
PUTER SOFTWARE CONTAINING GEOGRAPHIC MAPS; COM- 
PUTERS; DEMAGNETIZERS FOR MAGNETIC TAPES; COM- 
PUTER DISC DRIVES; PRERECORDED MAGNETIC TAPES FEA- 
TURING GEOGRAPHIC MAPS: DIRECTIONAL COMPASSES: 
ELECTRONIC PERSONAL ORGANIZERS, LASER POINTERS; 
MAGNETIC CODED CARDS CONTAINING PROGRAMMING 
USED TO PROVIDE DATA AND INFORMATION ABOUT GEO- 
GRAPHIC MAPS, FACSIMILE MACHINES; FIRE ALARMS: 
SAFETY EQUIPMENT, NAMELY FIRE ESCAPE LADDERS; EN- 
CODED INTEGRATED CIRCUIT CARDS CONTAINING PRO- 
GRAMMING USED TO PROVIDE DATA AND INFORMATION 
ABOUT GEOGRAPHIC MAPS; COMPUTER INTERFACE 
BOARDS; LAPTOP COMPUTER; LASERS, NOT FOR MEDICAL 
PURPOSES; SURVEYORS’ LEVELS; BLANK MAGNETIC DATA 
CARRIERS; MAGNETIC TAPE DRIVES; BLANK MAGNETIC 
COMPUTER TAPES; MARINE COMPASSES; MODEMS: MONEY 
COUNTING AND SORTING MACHINES; COMPUTER MON- 
ITORS; COMPUTER MOUSE; NOTEBOOK COMPUTERS; OPTI- 
CAL CHARACTER RECOGNITION APPARATUS; MULTIMEDIA 
SOFTWARE RECORDED ON CD-ROM CONTAINING GEO- 
GRAPHIC MAPS, OPTICAL DISCS; FIBER OPTIC CABLE; 
PARKING METERS; PLOTTERS; ELECTRICAL CONNECTORS, 
NAMELY PLUGS AND SOCKETS; PRINTERS FOR USE WITH 
COMPUTERS; PRINTED CIRCUIT BOARDS; RADAR; OPTICAL 
RANGE FINDERS; SATELLITES FOR SCIENTIFIC PURPOSES: 
OPTICAL SCANNERS; PROJECTION SCREENS: SEMI-CONDUC- 
TORS; SPEEDOMETERS; SIGNAL BELLS; COMPUTER AND RE- 
LATED PERIPHERALS FOR SIMULATING THE STEERING AND 
CONTROL OF VEHICLES; ENCODED SMART CARDS CON- 
TAINING PROGRAMMING USED TO PROVIDE DATA AND IN- 
FORMATION ABOUT GEOGRAPHIC MAPS; SMOKE DETEC- 
TORS; BLANK AUDIO CASSETTE TAPES; SPRINKLER SYS- 
TEMS FOR FIRE PROTECTION; STEREOSCOPES; AUDIO AND 
VIDEO TAPE RECORDERS; TELEMETERS; TELEVISION SETS; 
BURGLAR ALARMS: VENDING MACHINES: PRERECORDED 
VIDEO CASSETTES FEATURING GEOGRAPHIC MAPS; VIDEO 
GAME CARTRIDGES; VIDEO MONITORS; PRERECORDED 
VIDEO TAPES FEATURING GEOGRAPHIC MAPS; VIDEO TELE- 
PHONES (U.S. CLS. 21, 23, 26, 36 AND 38). 
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CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR ARCHITECTURAL MODELS; ATLASES; BLUEPRINTS; 
BOOKLETS, BOOKS, CATALOGS, PRINTS, MANUALS, MAGA- 
ZINES, NEWSPAPERS AND PAMPHLETS FEATURING DATA 
AND INFORMATION IN THE FIELD OF GEOGRAP HIC MAPS; 
CALENDARS; PRINTED CHARTS; GEOGRAPHIC MAPS; 
GRAPHIC ART REPRODUCTIONS; LOOSE-LEAF BINDERS 
SOLD EMPTY; BLANK PAPER TAPES AND CARDS FOR THE 
RECORDING OF COMPUTER PROGRAMS; PHOTOGRAPHS; 
ART PICTURES; ARCHITECTURAL PLANS; POSTERS; TEAR- 
OFF CALENDARS; TERRESTRIAL GLOBES; STATIONERY 
TYPE PORTFOLIOS; PRINTING BLOCKS; PRINTING TYPE: 
ENGRAVINGS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR PUBLICATION OF ATLASES AND BOOKS FEATURING 
DATA AND INFORMATION IN THE FIELD OF GEOGRAPHIC 
MAPS; FILM PRODUCTION; PROVIDING CASINO FACILITIES; 
VIDEO TAPE EDITING; VIDEO TAPE FILM PRODUCTION; 
RENTAL OF CINEMA FILMS; RENTAL OF VIDEO CAMERAS; 
RENTAL OF VIDEO CASSETTE RECORDERS; RENTAL OF 
VIDEO TAPES (U.S. CLS. 100, 101 AND 107). 


CLASS 42—MISCELLANEOUS SERVICES 

FOR COMPUTER SERVICES FOR OTHERS, NAMELY, DATA 
RECOVERY SERVICES; COMPUTER SERVICES FOR OTHERS, 
NAMELY, UPDATING, DESIGNING AND PROGRAMMING OF 
COMPUTER SOFTWARE CONTAINING DATA AND INFORMA- 
TION IN THE FIELD OF GEOGRAPHIC MAPS; COMPUTER 
PROGRAMMING FOR OTHERS; RENTAL OF COMPUTERS; 
COMPUTER SOFTWARE DESIGN FOR OTHERS; COMPUTER 
SYSTEM ANALYSIS; PROVIDING AN ON-LINE COMPUTER 
DATABASE CONTAINING DATA AND INFORMATION IN THE 
FrizLD OF GEOGRAPHIC MAPS; PROVIDING TEMPORARY USE 
OF ON-LINE NONDOWNLOADABLE SOFTWARE FOR DATA 
AND INFORMATION FEATURING GEOGRAPHIC MAPS, OFF- 
SET PRINTING; PRINTING; RENTAL OF COMPUTER SOFT- 
WARE FEATURING GEOGRAPHIC MAPS; VIDEOTAPING (U.S. 
CLS. 100 AND 101). 


SN 75-645,484. COOPER, ELISA, PRINCETON, NJ. 
2-22-1999. 


FILED 


GEODOME 


CLASS 35—ADVERTISING AND BUSINESS 

FOR ADVERTISING SERVICES, NAMELY, PREPARING AND 
PLACING ADVERTISING FOR OTHERS; BUSINESS MAR- 
KETING SERVICES, NAMELY, CREATION OF PLANS AND 
PROGRAMS FOR BRANDING OF CORPORATE AND PRODUCT 
IDENTITIES OF OTHERS (U.S. CLS. 100, 101 AND 102). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR CONSULTING SERVICES IN THE FIELD OF ADVER- 
TISING (U.S. CLS. 100 AND 101). 


SN 75-649,055. MANNESMANN DEMATIC AG, D-58300 WET- 
TER, FED REP GERMANY, FILED 2-26-1999. 


KBK 
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CLASS 7—MACHINERY 


FOR MATERIALS HANDLING MACHINES AND EQUIPMENT 
NAMELY MOBILE CRANES, PRIMARILY TELESCOPIC 
CRANES; CRANE AND MANIPULATOR DEVICES, NAMELY 
TRAVELLING CRANES. GANTRY CRANES, SLEWING JIB 
CRANES, SUSPENSION CRANES, STACKEE CRANES, AND 
MODULAR CRANES CONVEYORS, HOISTS, ELECTRIC 
HOISTS, INVERTED MONORAIL TRANSPORTS AND PAVER 
RAILS TRANSFER BRIDGES; POLE DOLLIES; PARTS OF CON- 
VEYORS, NAMELY, METAL CONVEYOR RAILS AND TRACK 
FOR OVERHEAD CONVEYORS; MATERIAL HANDLING MA- 
CHINE COMPONENTS, NAMELY, HOISTS, CHAIN HOISTS, 
ELECTRIC CHAIN HOISTS (U.S. CLS. 13, 19, 21, 23, 31, 34 
AND 35). 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR ELECTRIC AND ELECTRONIC COMPONENTS FOR 
AUTOMATIC CONTROL OF CONVEYORS NAMELY PROCESS 
COMPUTERS (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 35—ADVERTISING AND BUSINESS 


FOR DISTRIBUTORSHIPS IN THE FIELD OF SUPPLYING 
SPARE PARTS FOR MATERIAL HANDLING MACHINES AND 
EQUIPMENT NAMELY CRANES, CONVEYORS, MONORAIL 
TRANSPORTS (U.S. CLS. 100, 101 AND 102). 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR INSTALLATION MAINTENANCE AND REPAIR OF IN- 
DUSTRIAL APPARATUS, EQUIPMENT, MACHINES NAMELY: 
FIXED CRANES, MOBILE CRANES, SUSPENSION CRANES, 
STACKER CRANES, SLEWING JIB CRANES; CONVEYORS, 
HOISTS, ELECTRIC HOISTS, AND INVERTED MONORAIL 
TRANSPORTS (U.S. CLS. 100, 103 AND 106). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR ENGINEERING SERVICES; TECHNICAL AND PRODUCT 
DEVELOPMENT AND CONSULTATION RELATING TO EQUIP- 
MENT IN THE FIELDS OF MECHANICAL ENGINEERING, MA- 
TERIAL TRANSPORT AND LIFTING INCLUDING CRANES, 
CONVEYORS; HOISTS AND MONORAIL TRANSPORTS (U.S 
CLS. 100 AND 101) 


SN 75-652.745. CARDINAL HEALTH, INC., DUBLIN, OH. FILED 
1-15-1999. 


CARDINAL ONESOURCE 


OWNER OF U.S. REG. NOS. 1,769,925, 2,255,186 AND OTH- 
ERS. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR DISTRIBUTORSHIP SERVICES TO HOSPITALS, DRUG 
STORES, PHARMACIES. CLINICS AND OTHER HEALTHCARE 
INSTITUTIONS AND PRODUCT RETAILERS IN THE PHARMA- 
CEUTICAL, HEALTHCARE PRODUCTS, MEDICAL PRODUCTS 
AND SURGICAL PRODUCTS FIELDS; PHARMACY MANAGE- 
MENT SERVICES; PACKAGING PHARMACEUTICAL AND 
HEALTHCARE PRODUCTS TO THE ORDER AND SPECIFICA- 
TION OF OTHERS (U.S. CLS. 100. 101 AND 102) 


CLASS 40—MATERIAL TREATMENT 


FOR MANUFACTURING AUTOMATED PHARMACEUTICAL 
DISPENSING UNITS TO THE ORDER AND SPECIFICATION OF 
OTHERS (U.S. CLS. 100, 103 AND 106). 
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CLASS 42—MISCELLANEOUS SERVICES 

FOR PHARMACEUTICAL SERVICES, NAMELY, PHARMA- 
CEUTICAL PACKAGING DESIGN FOR OTHERS, DESIGNING 
DRUG DISPENSING UNITS FOR OTHERS, AND PROVIDING 
CLINICAL INFORMATION TO THE PHARMACEUTICAL IN- 
DUSTRY (U.S. CLS. 100 AND 101). 


SN 75-653,.874. KELLOGG MARINE, INC., OLD SAYBROOK, 
CT. FILED 3-4-1999. 


SEA/ARER 


MARINE PRODUCTS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“MARINE PRODUCTS", APART FROM THE MARK AS 
SHOWN. 


CLASS 6—METAL GOODS 


FOR BOATING PARTS AND ACCESSORIES, NAMELY, 
METAL BELLS, SPRING CLAMPS, BOAT HOOK HOLDERS, 
HOOKS MADE OF METAL, BRACKETS, LOCKS, CHAIN, AN- 
CHOR SHACKLES, FENDER HOOKS, SNAPS, SNAP HOOKS, 
HINGES, HASPS, DOOR FASTENERS, BARREL BOLTS, CABIN 
DOOR HOOKS, STUD CATCHES, LIFT RINGS, METAL HAN- 
DLES FOR USE ON BOATS, HOSE CLAMPS, METAL STRAIN- 
ERS, METAL DRAIN PLUGS, METAL BAITWELL PLUGS, FIT- 
TINGS FOR ATTACHING FUEL HOSES TO FUEL TANKS AND 
FITTINGS FOR CONNECTING BOAT RAILS (U.S. CLS. 2, 12, 
13, 14, 23, 25 AND 50). 

FIRST USE 1-0-1992; IN COMMERCE 1-0-1992. 


CLASS 12—VEHICLES 


FOR BOATING PARTS, NAMELY SKI TOWS, ANCHOR 
CHOCKS, DECK PIPES, ROPE THIMBLES, BOW EYES BOW 
SOCKETS, STERN EYES COCKPIT SCUPPERS, EYE STRAPS, 
LIFT PULLS, PULL RINGS, GAS VENTS, GAS VENT COVERS, 
PORT HOLE MIRRORS, FISHING GIMBALS, OUTRIGGER 
HOLDERS, FISHING ROD HOLDERS AND PARTS THEREFOR, 
CABLE OUTLETS, DECK CONNECTORS, DECK FILLS DECK 
PLATES, DECK PLATE KEYS, FUEL VENTS, STEPS, THRU 
HULLS WITH STRAINERS, DRAIN TUBES, FLAG POLE SOCK- 
ETS, FLAG STAFFS AND FLAG POLES (U.S. CLS. 19, 21, 23, 
31, 35 AND 44). 

FIRST USE 1-0-1992; IN COMMERCE 1-0-1992. 


CLASS 35—ADVERTISING AND BUSINESS 

FOR WHOLESALE DISTRIBUTORSHIP SERVICES AND MAIL 
ORDER CATALOG SERVICES FEATURING STRUCTURAL 
PARTS FOR BOATS AND BOATING SUPPLIES AND ACCES- 
SORIES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 3-0-1992; IN COMMERCE 3-0-1992. 


SN 75-654,941. NATIONAL BUSINESS SERVICES, 
LANGHORNE, PA. FILED 3-2-1999. 


INC., 


ESP PROMO ZONE 


OWNER OF U.S. REG. NOS. 1,595,034 AND 2,337,477. 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**PROMO"’, APART FROM THE MARK AS SHOWN. 
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CLASS 35—ADVERTISING AND BUSINESS 

FOR PREPARING ADVERTISEMENTS FOR OTHERS IN THE 
PROMOTIONAL PRODUCTS INDUSTRY; PROMOTING THE 
SALE OF GOODS OF OTHERS THROUGH THE DISTRIBUTION 
OF PRINTED MATERIAL AND PROMOTIONAL CONTESTS IN 
THE PROMOTIONAL PRODUCTS INDUSTRY: BUSINESS IN- 
FORMATION SERVICE FOR MEMBERS OF THE PRO- 
MOTIONAL PRODUCTS INDUSTRY PROVIDED ON A GLOBAL 
COMPUTER NETWORK FEATURING IN THE FORM OF TEXT 
AND IMAGES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 12-0-1998; IN COMMERCE 12-0-1998. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR PROVIDING A DATABASE ON A GLOBAL INFORMA- 
TION NETWORK FEATURING PRODUCT AND BUSINESS IN- 
FORMATION IN THE FORM OF TEXT AND IMAGES FOR 
MEMBERS OF THE PROMOTIONAL PRODUCTS INDUSTRY 
(U.S. CLS. 100 AND 101). 

FIRST USE 12-0-1998; IN COMMERCE 12-0-1998 


SN 75-656.119. DAIMLERCHRYSLER AG, 70567 STUTTGART, 
FED REP GERMANY, FILED 3-8-1999. 


CHARTERWAY 


OWNER OF FED REP GERMANY REG. NO. 2008458, DATED 
1-22-1992, EXPIRES 8-31-2001 


CLASS 35—ADVERTISING AND BUSINESS 


FOR FLEET MANAGEMENT AND ACCOUNTING SERVICES 
FOR MOTOR VEHICLES WITH AND WITHOUT UPPER STRUC- 
TURES TO REPLACE LEASED OR RENTAL MOTOR VEHICLES; 
ACCOUNTING SERVICES FOR THE SUPPLY OF MOTOR 
FUELS (U.S. CLS. 100, 101 AND 102). 


CLASS 36—INSURANCE AND FINANCIAL 


FOR INSURANCE SERVICES, NAMELY, ADMINISTRATION 
OF INSURANCE, INCLUDING LEGAL LIABILITY INSURANCE 
(U.S. CLS. 100, 101 AND 102). 


CLASS 37—CONSTRUCTION AND REPAIR 

FOR SERVICES FOR MOTOR VEHICLES WITH AND WITH- 
OUT UPPER STRUCTURES, NAMELY, MOTOR VEHICLE CARE, 
PARTICULARLY CLEANING, MAINTENANCE AND REPAIR, 
AND THE REPLACEMENT OF PARTS AND ACCESSORIES 
NECESSARY FOR THE OPERATING ABILITY OF SAID VEHI- 
CLES (U.S. CLS. 100, 103 AND 106). 


CLASS 39—TRANSPORTATION AND 
STORAGE 


FOR LEASING AND RENTING OF MOTOR VEHICLES WITH 
AND WITHOUT UPPER STRUCTURES; PARKING GARAGE 
AND PARKING LOT SERVICES FOR VEHICLES (U.S. CLS. 100 
AND 105). 
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SN 75-656,373. MURPHY, SHARON D., SILVER SPRING, MD. 
FILED 3-8-1999. 


“®) 
S 


Finding the path 
to self-discovery 


THE MARK CONTAINS A CIRCULAR MAZE DESIGN THAT 
INCORPORATES THE SHAPE OF A STICK FIGURE WITHIN 
THE BASE OF THE CIRCLE. THE HEAD OF THE STICK FIG- 
URE APPEARS WITHIN THE CENTER OF THE MAZE AND 
THE ARMS AND LEGS EXTEND OUTWARD WITHIN THE 
MAZE. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL SERVICES, NAMELY, PROVIDING 
WORKSHOPS, CLASSES AND SEMINARS IN THE FIELD OF 
PSYCHOLOGY AND PERSONAL GROWTH AND THE DIS- 
TRIBUTION OF PRINTED COURSE MATERIAL IN CONNEC- 
TION THEREWITH (U.S. CLS. 100, 101 AND 107). 

FIRST USE 12-22-1998; IN COMMERCE 12-22-1998. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR PSYCHOLOGICAL COUNSELING AND THERAPY SERV- 
ICES; CONSULTING SERVICES IN THE FIELD OF ORGANIZA- 
TIONAL PSYCHOLOGY AND PERSONAL DEVELOPMENT (U.S. 
CLS. 100 AND 101). 

FIRST USE 2-0-1999; IN COMMERCE 2-0-1999. 


SN 75-658,488. TOMAHAWK Il, INC., SAN DIEGO, CA. FILED 
3-11-1999. 


TOMAHAWK II 


CLASS 40—MATERIAL TREATMENT 


FOR CUSTOM MANUFACTURING OF PARTS FOR OTHERS; 
MACHINE SHOP SERVICES, NAMELY, MACHINING PARTS 
FOR OTHERS; DOCUMENT DATA TRANSFER AND CONVER- 
SION SERVICES FROM ONE MEDIA TO ANOTHER; ELEC- 
TRONIC IMAGING, SCANNING, DIGITIZING, ALTERATION 
AND/OR RETOUCHING OF ENGINEERING DRAWINGS, MAPS, 
TECHNICAL MANUALS, ELECTRICAL SCHEMATICS, ARCHI- 
TECTURAL DESIGNS AND/OR_ CIVIL/TOPOGRAPHICAL 
DRAWINGS (U.S. CLS. 100, 103 AND 106). 

FIRST USE 9-30-1993; IN COMMERCE 12-17-1993. 
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CLASS 42—MISCELLANEOUS SERVICES 

FOR CONSULTATION AND ENGINEERING SERVICES IN 
THE FIELDS OF AEROSPACE. ELECTRONICS, MANUFAC- 
TURING, COMMERCIAL MACHINING, ARCHITECTURE, 
AUTOMOTIVE, GAS AND UTILITIES, PROPERTY MANAGE- 
MENT AND TELECOMMUNICATIONS; METROLOGICAL SERV- 
ICES, NAMELY, PHYSICAL AND DIMENSIONAL INSTRUMEN- 
TATION CALIBRATION AND TESTING SERVICES: DESIGN 
SERVICES FOR OTHERS IN THE FIELD OF ENGINEERING 
(U.S. CLS. 100 AND 101) 

FIRST USE 9-30-1993; IN COMMERCE 12-17-1993. 


SN 75-659,.046. TOMAHAWK II, INC., SAN DIEGO, CA. FILED 
3-11-1999 


TOMAHAWK 


CLASS 40—MATERIAL TREATMENT 

FOR CUSTOM MANUFACTURING OF PARTS FOR OTHERS; 
MACHINE SHOP SERVICES, NAMELY MACHINING PARTS 
FOR OTHERS; DOCUMENT DATA TRANSFER AND CONVER- 
SION SERVICES FROM ONE MEDIA TO ANOTHER; ELEC- 
TRONIC IMAGING, SCANNING, DIGITIZING, ALTERATION 
AND/OR RETOUCHING OF ENGINEERING DRAWINGS, MAPS, 
TECHNICAL MANUALS, ELECTRICAL SCHEMATICS, ARCHI- 
TECTURAL DESIGNS AND/OR- CIVIL/TOPOGRAPHICAL 
DRAWINGS (U.S. CLS. 100, 103 AND 106). 

FIRST USE 9-30-1993; IN COMMERCE 12-17-1993. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR CONSULTATION AND ENGINEERING SERVICES IN 
THE FIELDS OF AEROSPACE, ELECTRONICS, MANUFAC- 
TURING, COMMERCIAL MACHINING, ARCHITECTURE, 
AUTOMOTIVE, GAS AND UTILITIES, PROPERTY MANAGE- 
MENT AND TELECOMMUNICATIONS, METROLOGICAL SERV- 
ICE, NAMELY, PHYSICAL AND DIMENSIONAL INSTRUMEN- 
TATION CALIBRATION AND TESTING SERVICES; DESIGN 
SERVICES FOR OTHERS IN THE FIELD OF ENGINEERING 
(U.S. CLS. 100 AND 101). 

FIRST USE 9-30-1993; IN COMMERCE 12-17-1993. 


SN 75-660,474. HISPANIC BUSINESS INC... SANTA BARBARA, 
CA. FILED 3-15-1999. 


SE HABLA ESPANOL 


THE MARK IS PRESENTED WITHOUT ANY CLAIM AS TO 
SPECIAL FORM. 

THE ENGLISH TRANSLATION OF THE SPANISH PHRASE 
**SE HABLA ESPANOL” IS **SPANISH IS SPOKEN HERE” 

SEC. 2(F). 


CLASS 35—ADVERTISING AND BUSINESS 

FOR ARRANGING AND CONDUCTING TRADE SHOWS IN 
THE FIELD OF HISPANIC MARKETING COMMUNICATIONS 
(U.S. CLS. 100, 101 AND 102) 

FIRST USE 7-15-1988; IN COMMERCE 7-15-1988 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR EDUCATIONAL SERVICES, NAMELY, CONDUCTING 
SEMINARS IN THE FIELD OF HISPANIC BUSINESS AND COM- 
MUNICATIONS (U.S. CLS. 100, 101 AND 107). 

FIRST USE 7-15-1988; IN COMMERCE 7-15-1988. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 75-660,924. NATIONAL FOUNDATION FOR CANCER RE- 
SEARCH, INC., BETHESDA, MD. FILED 3-15-1999 


NFCR 


CLASS 36—INSURANCE AND FINANCIAL 


FOR NOT FOR PROFIT SERVICES NAMELY FINANCIAL 
CONTRIBUTIONS, AWARDING RESEARCH AND TRAINING 
GRANTS IN THE FIELD OF CANCER PREVENTION, DIAG- 
NOSIS AND TREATMENT (U.S. CLS. 100, 101 AND 102) 

FIRST USE 4-11-1975; IN COMMERCE 4-11-1975. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR NOT FOR PROFIT EDUCATIONAL SERVICES NAMELY 
CONDUCTING SEMINARS, WORKSHOPS AND CONFERENCES 
IN THE FIELD OF CANCER PREVENTION, DIAGNOSIS AND 
TREATMENT AND THE DISTRIBUTION OF ASSOCIATED IN- 
FORMATION THROUGH GLOBAL COMPUTER NETWORKS 
AND PRINTED PUBLICATIONS (U.S. CLS. 100, 101 AND 107) 

FIRST USE 4-11-1975; IN COMMERCE 4-11-1975 


SN 75-663,271. 
3-18-1999. 


EHOW, INC., SAN FRANCISCO, CA. FILED 


EHOW 


CLASS 35—ADVERTISING AND BUSINESS 


FOR PROVIDING INFORMATION REGARDING THE GOODS 
AND SERVICES OF OTHERS BY MEANS OF A GLOBAL COM- 
PUTER NETWORK; PROVIDING ON-LINE ADVERTISING 
SERVICES OF GOODS AND SERVICES OF OTHERS, NAMELY 
PROVIDING ADVERTISING SPACE ON A GLOBAL COMPUTER 
NETWORK FOR MANUFACTURERS, VENDORS AND RETAIL- 
ERS; PROMOTING AND FACILITATING THE SALE OF THE 
GOODS AND SERVICES OF OTHERS BY PROVIDING AN 
INTERACTIVE COMPUTER SITE FOR THE SALE OF A WIDE 
VARIETY OF BUSINESS GOODS AND SERVICES; COMPUTER- 
IZED ON-LINE ORDERING SERVICES IN THE FIELD OF GEN- 
ERAL MERCHANDISE FOR PRACTICAL HOME AND BUSINESS 
NEEDS (U.S. CLS. 100, 101 AND 102). 


CLASS 38—COMMUNICATION 


FOR PROVIDING INTERACTIVE ON-LINE FORUMS FOR IN- 
FORMATION SOURCES, AUTHORS, CONSUMERS AND END- 
USERS TO ENGAGE IN COMMUNICATIONS REGARDING A 
WIDE VARIETY OF PRACTICAL SUBJECTS (U.S. CLS. 100, 
101 AND 104). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR PROVIDING AN ON-LINE DATABASE CONTAINING 
PROTOCOLS FOR PERFORMING ACTIVITIES RELATING TO 
A WIDE RANGE OF SUBJECTS; COMPUTER SERVICES. NAME- 
LY, PROVIDING CONCISE PRACTICAL ADVICE AND INFOR- 
MATION TO CONSUMERS AND WORLD WIDE WEB USERS 
CONCERNING A WIDE VARIETY OF EVERY DAY SITUA- 
TIONS AND PROBLEMS, BY MEANS OF A GLOBAL COM- 
PUTER NETWORK (U.S. CLS. 100 AND 101). 
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SN 75-664.459 
3-19-1999 


AMRION, INC.. BOULDER. CO. FILED 


BIODYNAMAX 


OWNER OF U.S. REG. NO. 1,910,699 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR NON-MEDICATED TOPICAL LOTIONS OF A COSMETIC 
NATURE, NAMELY HAND AND FOOT CREAMS; SUN 
SCREENS; MASSAGE CREAMS, COSMETICS, NAMELY SOAPS 
AND ESSENTIAL OILS FOR PERSONAL USE (U.S. CLS. 1, 4, 
6, 50, 51 AND 52) 


CLASS 5—PHARMACEUTICALS 


FOR MEDICATED TOPICAL LOTIONS FOR THE TREAT- 
MENT OF DERMATOLOGICAL DISORDERS, BLEMISHES, 
ACNE, PSORIASIS, ECZEMA, ATHLETE’S FOOT, RASHES AND 
HIVES NAMELY, MEDICATED HAND CREAMS AND FOOT 
CREAMS; OVER-THE-COUNTER-DRUG AND HOMEOPATHIC 
REMEDIES FOR CHILDREN AND ADULTS FOR THE TREAT- 
MENT OF COLDS/FLU, PAIN MANAGEMENT, OSTEOLOGICAL, 
DERMATOLOGIC, CARDIOVASCULAR DISORDERS. PARA- 
SITIC INFESTATIONS, NUTRIENTS DEFICIENCIES, 
BEHAVORIAL AND MOOD DISORDERS. EYE DISORDERS, 
STRESS-RELATED DISORDERS, AND PREVENTATIVE MEDI- 
CINE AND WELLNESS PROMOTION: MEDICATED TOPICAL 
LOTIONS AND SUNSCREENS IMPREGNATED WITH VITA- 
MINS, MINERALS OR OTHER BOTANICAL INGREDIENTS (U.S 
CLS. 6, 18. 44, 46. 51 AND 52) 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR PRERECORDED AUDIO AND VIDEO TAPES AND CD- 
ROMS ALL FEATURING NUTRITIONAL COUNSELING FOR 
HEALTH CARE PROFESSIONALS AND/OR THE PUBLIC, CON- 
TINUING HEALTH PROFESSIONAL EDUCATION COURSES; 
WELLNESS PROGRAMS AND HEALTH MAINTENANCE AND 
WELLNESS PROGRAMS (U.S. CLS. 21, 23. 26, 36 AND 38) 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR INSTRUCTIONAL AND TEACHING MATERIAL, NAME- 
LY PRINTED MATTER SUCH AS BOOKS, AND PAMPHLETS 
FEATURING HEALTHY COOKING, FOOD PREPARATION, NU- 
FRITION, WELLNESS AND HEALTH PROMOTION (US. CLS 
2, 5, 22, 23, 29. 37, 38 AND 50) 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR ENERGY BARS COMPRISED PRIMARILY OF FRUIT 
AND ALSO INCLUDING ONE OR MORE OF THE FOLLOWING 
TYPE OF INGREDIENTS, MINERALS, PROTEINS. AMINO 
ACIDS, HERBAL OR BOTANICAL INGREDIENTS FOR EATING 
(U.S. CL. 46) 


CLASS 30—STAPLE FOODS 


FOR TEA; NON-ALCOHOLIC BEVERAGES: AND ENERGY 
BARS COMPRISED PRIMARILY OF CEREALS OR GRAINS AND 
ALSO INCLUDING ONE OR MORE OF THE FOLLOWING TYPE 
OF INGREDIENTS, MINERALS, PROTEINS. AMINO ACIDS, 
HERBAL OR BOTANICAL INGREDIENTS FOR EATING (U.S. 
CL. 46) 


. GAZETTE 


FEB 20, 2001 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL SERVICES NAMELY CONDUCTING NU- 
TRITIONAL COUNSELING AND HEALTH PROMOTION CON- 
FERENCES SEMINARS, CLASSES AND WORKSHOPS CON- 
DUCTED BY HEALTH PROFESSIONALS FOR THE BENEFIT 
OF THE PUBLIC AS WELL AS FOR CONTINUING MEDICAL 
NUTRITIONAL EDUCATION (U.S. CLS. 100, 101 AND 107). 


SN 75-666,122. MEDICAL SELFCARE, INC., EMERYVILLE, CA 
FILED 3-23-1999. 














OWNER OF US. REG 
ERS 


NOS. 1,662,455, 2.249.604 AND OTH- 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR SKIN CARE PREPARATIONS, NAMELY, 
TRANSDERMAL PATCHES CONTAINING SKIN LOTIONS, SKIN 
LOTIONS, SKIN CREAMS, SKIN MASKS, SKIN SERUMS, SKIN 
SCRUBS, SKIN OILS AND SKIN BATH SOLUTIONS; COS- 
METICS, NAMELY, MOISTURIZERS, FOUNDATION, MAS- 
CARA, CONCEALER, EYE SHADOW. BLUSH, POWDER, 
CREAMS, LIPSTICK AND LIP LINERS (U.S. CLS. 1, 4, 6, 50, 
51 AND 52). 

FIRST USE 9-22-1998; IN COMMERCE 9-22-1998 


CLASS 5—PHARMACEUTICALS 

FOR TRANSDERMAL PATCHES CONTAINING SKIN VITA- 
MINS (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 

FIRST USE 9-22-1998; IN COMMERCE 9-22-1998. 





FEB 20, 2001 


CLASS 35—ADVERTISING AND BUSINESS 

FOR ON-LINE RETAIL ORDERING SERVICES FEATURING 
HEALTH-RELATED. FITNESS-RELATED, COMFORT-RELATED 
AND CONVENIENCE-RELATED PRODUCTS. NAMELY, COS- 
METICS; SKIN CARE PRODUCTS; HAIR CARE PREPARATIONS 
AND APPLIANCES: HAIR REMOVAL PREPARATIONS AND AP- 
PLIANCES: NAIL CARE PREPARATIONS AND APPLIANCES: 
NON-PRESCRIPTION PHARMACEUTICAL PREPARATIONS: 
SANITARY PREPARATIONS AND PRODUCTS: MATERNITY 
SUPPLEMENTS, ACCESSORIES AND CLOTHING: HOSIERY: 
ELASTIC SUPPORTS AND BANDAGES: DIABETIC TREAT- 
MENT AND MONITORING PRODUCTS: HOT AND COLD 
TREATMENTS; FIRST AID KITS AND SUPPLIES; PERSONAL 
AND MEDICAL IDENTIFICATION PRODUCTS: PERSONAL 
ALARMS AND SAFETY DEVICES; DENTAL PREPARATIONS 
AND APPARATUS: ORAL HYGIENE PREPARATIONS AND AP- 
PARATUS: EYECARE PREPARATIONS: EYEWEAR AND 
EYEWEAR ACCESSORIES: EAR AND HEARING APPARATUS 
AND PREPARATIONS; FOOTCARE PRODUCTS; PREGNANCY 
TEST KITS; OVULATION DEVICES: PELVIC EXERCISERS: IN- 
CONTINENCE PRODUCTS: BREAST AUGMENTATION PREP- 
ARATIONS AND DEVICES: BRAS; NURSING PREPARATIONS 
AND DEVICES: INFANT CARE AND NURSERY PRODUCTS: 
FETAL MONITORS AND INSTRUMENTS: ACCUPRESSURE DE- 
VICES: THERAPEUTIC JEWELRY: AROMATHERAPY SOLU- 
TIONS AND PRODUCTS: POSTURE AND ALIGNMENT APPA- 
RATUS: THERAPEUTIC LIGHT AND SOUND DEVICES: MAG- 
NETIC AND METAL THERAPY PRODUCTS: PILLOWS, LINENS; 
NUTRITIONAL BARS. LIQUIDS, POWDERS. SNACKS AND 
DIET PROGRAMS: VITAMINS AND MINERALS: HERBS: NU- 
TRITIONAL SUPPLEMENTS; HEALTH FOOD PREPARATION 
ACCESSORIES AND APPLIANCES, HEALTH AND FITNESS 
BOOKS, PUBLICATIONS, VIDEOTAPES AND AUDIOTAPES: 
EXERCISE EQUIPMENT FOR AEROBIC, AQUATIC, CARDIO- 
VASCULAR, STRENGTH AND MUSCLE TONE TRAINING: FIT- 
NESS FOOTWEAR AND CLOTHING; HEALTH AND BODY 
MONITORS AND ANALYZERS: BEDDING AND SLEEP SYS- 
TEMS; BEDS, CUSHIONS AND MATTRESSES: MOBILITY AIDS: 
SLEEP AIDS: SANITARY DISPOSAL DEVICES: BATHING AS- 
SISTANCE ACCESSORIES: BEAUTY AIDS: MASSAGE AND 
WHIRLPOOL DEVICES: AIR AND WATER PURIFICATION DE- 
VICES: CLEANING APPLIANCES AND SUPPLIES: BEAUTY 
AIDS AND MIRRORS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 9-26-1998: IN COMMERCE 9-26-1998. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR ON-LINE INFORMATION SERVICES FEATURING 
HEALTH AND PERSONAL CARE INFORMATION ACCESSIBLE 
THROUGH THE USE OF A GLOBAL COMPUTER INFORMATIO 
N NETWORK (U.S. CLS. 100 AND 101). 

FIRST USE 9-26-1998: IN COMMERCE 9-26-1998 


SN 75-666.892. VILLENEUVE, JACQUES, MO-MONACO 98000, 
MONACO. FILED 3-24-1999 


() ’ 


OWNER OF MONACO REG. NO. 98.19935, DATED 9-25-1998, 
EXPIRES 9-25-2008 

OWNER OF US 
2,163,158. 

THE MARK CONSISTS OF SIGNATURE 
“JACQUES VILLENEUVE”’ 


REG. NOS. 1,976,506. 2.067.724 AND 


THAT READS 


U.S. PATENT AND TRADEMARK OFFICE 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR CLOTHING, FOOTWEAR, HEADGEAR, HELMETS, 
GLOVES, ALL OF A PROTECTIVE NATURE; PROTECTIVE 
SHELL SUITS; GLASSES FOR OPTICAL USE AND CASES 
THEREOF, CODED AND MAGNETIC CREDIT CARDS. TELE- 
PHONE CARDS, BONUS CARDS, CHARGE CARDS, CONTROL- 
LING SOFTWARE CARDS; PRE-RECORDED VIDEO CAS- 
SETTES FOR EDUCATION, DOCUMENTARIES, ENTERTAIN- 
MENT IN THE FIELD OF AUTO RACING: PRE-RECORDED 
AUDIO CASSETTES FOR EDUCATION, DOCUMENTARIES, EN- 
TERTAINMENT IN THE FIELD OF AUTO RACING: PRE-RE- 
CORDED COMPACT DISCS FOR EDUCATION, DOCUMEN- 
TARIES, ENTERTAINMENT IN THE FIELD OF AUTO RACING, 
SOFTWARE FOR COMPUTERS FEATURING AUTO RACING: 
COMPUTER SOFTWARE FEATURING GAMES; COMPUTER 
MOUSE PADS: AND PARTS FOR ALL THE AFORESAID GOODS 
(U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 14—JEWELRY 


FOR WATCHES; WATCH BANDS; JEWELRY AND IMITA- 
TION JEWELRY: COINS; SCALE MOTOR VEHICLES AND 
SAFETY HELMETS: FIGURINES: BUSTS: CAMEOS: TROPHIES: 
ALL OF THE AFORESAID GOODS OF PRECIOUS METALS; 
AND PARTS FOR ALL AFORESAID GOODS (U.S. CLS. 2, 27. 
28 AND 50). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR STATIONERY; PICTURES, POSTERS: BOOK COVERS: 
STATIONERY TYPE PORTFOLIOS, PUBLICATIONS, NAMELY. 
MAGAZINES. BOOKS, NEWSLETTERS FEATURING AUTO 
RACING AND SPORTS PERSONALITIES: PHOTOGRAPH AL- 
BUMS: AUTOGRAPH BOOKS; CALENDARS, PERSONAL OR- 
GANIZERS, PLAYING CARDS; PAPER GIFT WRAP AND STA- 
TIONERY: DRINK MATS MADE OF PAPER AND PLASTIC: 
SMALL CASES FOR WRITING SETS, DOCUMENT WALLETS 
FOR CARRYING PASSPORTS. CHECKS AND PARTS FOR ALL 
THE AFORESAID GOODS (U.S. CLS. 2, 5, 22, 23, 29. 37. 38 
AND 50). 


CLASS 18—LEATHER GOODS 


FOR LUGGAGE; ATTACHE CASES; BACKPACKS: HAND- 
BAGS; WAIST PACKS; GENERAL PURPOSE SPORTS BAGS: 
UMBRELLAS; MONEY AND CREDIT CARD WALLETS, KEY 
FOBS; ALL OF EITHER LEATHER OR IMITATION LEATHER: 
AND PARTS FOR ALL THE AFORESAID GOODS (U.S. CLS 
1. 2, 3. 22 AND 41) 


CLASS 24—FABRICS 


FOR CLOTH FLAGS: TOWELS: WASH CLOTHS, BED LINEN: 
CURTAINS; TEXTILE NAPKINS: KITCHEN TOWELS; HAND- 
KERCHIEFS: PLASTIC TABLE MATS: AND PARTS FOR ALL 
THE AFORESAID GOODS (U.S. CLS. 42 AND 50) 


CLASS 25—CLOTHING 


FOR CLOTHING. NAMELY, RAINWEAR, PAJAMAS, NIGHT 
GOWNS, NIGHT SHIRTS. SWIM WEAR, AUTOMOBILE RACING 
SUITS, VISORS, BASEBALL CAPS, NECK WEAR. SUS- 
PENDERS. SKI WEAR, UNDERWEAR, OVERALLS, COATS, 
MANTLES. SUITS. JACKETS, WAIST COATS. BATHROBES. 
JUMPERS. TROUSERS. SHORTS. SHIRTS, POLO SHIRTS, T- 
SHIRTS. SWEATSHIRTS. SWEAT BANDS, FOOTWEAR. SKI 
BOOTS. GAITERS AND CASES, SOCKS, SCARVES, GLOVES. 
AND BELTS (U.S. CLS. 22 AND 39) 


CLASS 26—FANCY GOODS 


FOR CLOTH PATCHES FOR CLOTHING, EMBROIDERED 
PATCHES; EMBROIDERY (U.S. CLS. 37, 39, 40, 42 AND 50). 
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CLASS 28—TOYS AND SPORTING GOODS 

F OR BALLOONS, BATH TOYS, BOARD GAMES, CARD 
GAMES, DART GAMES, DICE GAMES, FOOTBALLS, FOOT- 
BALL SHOULDER PADS, FOOTBALL GIRDLES, FOOTBALL 
BODY PROTECTORS, EXERCISE EQUIPMENT, NAMELY, ROW- 
ING MACHINES, POWERED TREAD MILLS FOR RUNNING, 
AND WEIGHT LIFTING MACHINES, INFLATABLE TOYS, CON- 
STRUCTION TOYS, HAND HELD UNIT FOR PLAYING ELEC- 
TRONIC GAMES, JIGSAW PUZZLES, KITES, TOY FIGURES, 
MODEL VEHICLES. TOY GARAGES, PLAY TENTS, SOFT 
SCULPTURE PLUSH TOYS, STUFFED TOYS, PUZZLES, RIDE 
ON TOYS, CHRISTMAS TREE ORNAMENTS, IN-LINE SKATES, 
ROLLER AND ICE SKATES, SKATEBOARDS, SAIL AND SURF- 
BOARDS. SLEIGHS, TOY VEHICLE TRACKS AND RACING 
SETS (U.S. CLS. 22, 23, 38 AND 50). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR PROVIDING AN ON-LINE COMPUTER DATABASE IN 
THE FIELD OF AUTOMOBILES, RACING AUTOMOBILES, RE- 
SEARCH AND TESTING OF RACING AUTOMOBILES VIA THE 
GLOBAL COMPUTER NETWORK (U.S. CLS. 100 AND 101). 


SN 75-671,132. GLOBAL 
FILED 3-30-1999. 


DATATEL. DELRAY BEACH, FL. 


EHOLA 


CLASS 35—ADVERTISING AND BUSINESS 

FOR COMPUTERIZED ON-LINE RETAIL SERVICES FEA- 
TURING A WIDE VARIETY OF CONSUMER GOODS; BUSINESS 
AND MARKET RESEARCH IN THE FIELD OF COMPUTERS, 
OFFERED VIA A GLOBAL COMPUTER NETWORK (U.S. CLS. 
100, 101 AND 102). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR INTEGRATION OF COMPUTER SYSTEMS AND NET- 
WORKS; CONSULTATION SERVICES IN THE FIELD OF COM- 
PUTERS AND COMPUTER NETWORKS, RENDERED VIA A 
GLOBAL COMPUTER NETWORK: NEW PRODUCT RESEARCH 
FOR OTHERS, OFFERED VIA A GLOBAL COMPUTER NET- 
WORK; PROVIDING ON-LINE REFERENCE MATERIALS FOR 
OTHERS IN THE FIELD OF COMPUTERS AND COMPUTER 
NETWORKS (U.S. CLS. 100 AND 101). 


SN 75-677,345. LOHMANN AND RAUSCHER INTERNATIONAL 
GMBH & CO., KG, 56579 RENGSDORF, FED REP GERMANY, 
FILED 4-8-1999 


Lohman} Rauscher 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FED REP GER- 
MANY APPLICATION NO. 39857941.5, FILED 10-8-1998, REG 
NO. 39857941, DATED |-—18—1999, EXPIRES 10-31-2008. 

THE DRAWING IS LINED FOR THE COLORS RED AND 
GREEN 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 

FOR COSMETICS, NAMELY. SOAP; ESSENTIAL OILS; BODY 
LOTIONS AND BODY CREAMS (U.S. CLS. 1, 4, 6, 50, 51 AND 
52) 


OFFICIAL GAZETTE 


FEB 20, 2001 


CLASS 5—PHARMACEUTICALS 

FOR MEDICATED SHAMPOOS AND MEDICATED BATH 
SALTS; MEDICAL PLASTERS; SURGICAL AND WOUND 
DRESSINGS; COTTON SWABS FOR MEDICAL USE; FEMININE 
HYGIENE PADS; PANTY LINERS; ADULT DIAPERS; SYN- 
THETIC MEDICAL DRESSINGS; MEDICATED COMPRESSES, 
STYPTIC AND HEMOSTATIC PHARMACEUTICAL PREPARA- 
TIONS; ABSORBENT COTTON FOR MEDICAL PURPOSES; ALL 
PURPOSE DISINFECTANTS; AND DISINFECTANTS FOR MED- 
ICAL INSTRUMENTS (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


CLASS 10—MEDICAL APPARATUS 

FOR ELASTIC AND ORTHOPEDIC SUPPORT BANDAGES; 
PLASTER CASTS FOR ORTHOPEDIC USE; ORTHOPEDIC AND 
SURGICAL SPLINTS; PADDING FOR ORTHOPEDIC CASTS, 
NON-MEDICATED AND SURGICAL COMPRESSES; SURGICAL 
SCRUB SUITS; MOUTH MASKS, NOSE MASKS AND FACE 
MASKS FOR MEDICAL PURPOSES; ORTHOPEDIC BANDAGES, 
NAMELY ELASTIC BANDAGES AND SPORT BANDAGES FOR 
ANATOMICAL JOINTS; SUPPORT BANDAGES; ORTHESES, 
PROTHESES AND ARTIFICIAL LIMBS; ELASTIC AND COM- 
PRESSION STOCKINGS FOR ORTHOPEDIC USE; ELASTIC 
STOCKINGS AND ELASTIC TIGHTS FOR SANITARY PUR- 
POSES; SURGICAL GLOVES; LIQUIDTIGHT COVERS AND 
SHEETS MADE OF NON-WOVEN FABRICS AND/OR POLY- 
URETHANE FOILS FOR BEDS, EXAMINATION BOARDS AND 
AMBULANCE STRETCHERS; SUTURES; CATHETERS, INSTRU- 
MENTS AND APPARATUS FOR REMOVING SUTURES; HEMO- 
DIALYSIS INSTRUMENTS AND APPARATUS (U.S. CLS. 26, 39 
AND 44). 


CLASS 24—FABRICS 

FOR TEXTILE DRAW-SHEETS FOR SICK BEDS; BED LIN- 
ENS, NAMELY TEXTILES SHEETS FOR USE IN HOSPITALS 
AND NURSING HOMES (U.S. CLS. 42 AND 50). 


CLASS 25—CLOTHING 


FOR NURSING UNIFORMS AND LAB COATS (U.S. CLS. 22 
AND 39). 


CLASS 35—ADVERTISING AND BUSINESS 

FOR DIRECT MAIL ADVERTISING SERVICES; SECRE- 
TARIAL AND CLERICAL SERVICES (U.S. CLS. 100, 101 AND 
102). 


CLASS 39—TRANSPORTATION AND 
STORAGE 

FOR TRANSPORTATION OF GOODS BY TRUCK AND 
TRAIN; PACKAGING OF GOODS FOR TRANSPORTATION, 
AND STORAGE OF PHARMACEUTICAL, SANITARY, SUR- 
GICAL, MEDICAL, DENTAL AND VETERINARY PRODUCTS 
(U.S. CLS. 100 AND 105). 


CLASS 42—MISCELLANEOUS SERVICES 
FOR HEALTH CARE SERVICES (U.S. CLS. 100 AND 101). 


SN 75-692,366. CYBIKO, INC., BARTLETT, IL. BY ASSIGN- 
MENT BIT SOFTWARE, INC.. MOSCOW, 107005, RUSSIAN 
FEDERATIO, FILED 4-27-1999. 


CYBERLANDIA 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR ELECTRONIC PERSONAL ORGANIZERS FEATURING A 
WIRELESS APPARATUS FOR SENDING AND RECEIVING TEXT 
MESSAGES AND DATA, HANDHELD PORTABLE COMPUTERS, 
COMPUTER SOFTWARE FOR USE IN DATABASE MANAGE- 
MENT, SPREAD SHEET CREATION AND USE, WORD PROC- 
ESSING, PERSONAL TIME MANAGEMENT, MATHEMATICAL 
CALCULATIONS, DICTIONARIES, LANGUAGE TRANSLATION, 
ADDRESS AND TELEPHONE NUMBER MANAGEMENT, GLOB- 
AL COMPUTER INFORMATION NETWORK (U.S. CLS. 21, 23, 
26, 36 AND 38) 


CLASS 28—TOYS AND SPORTING GOODS 

FOR COMPUTER GAME CARTRIDGES AND SELF-CON- 
TAINED ELECTRONIC PERSONAL GAMES FEATURING A 
WIRELESS APPARATUS FOR SENDING AND RECEIVING TEXT 
MESSAGES AND DATA (U.S. CLS. 22, 23, 38 AND 50) 


CLASS 38—COMMUNICATION 


FOR COMMUNICATIONS, SERVICES, NAMELY, WIRELESS 
DIGITAL MESSAGING SERVICES, ELECTRONIC MAIL SERV- 
ICES, ELECTRONIC PAGING SERVICES, AND ONE WAY 
BROADCASTING OF MESSAGES AND PROGRAMS VIA A 
GLOBAL COMPUTER NETWORK (U.S. CLS. 100, 101 AND 104) 


SN 75-695,618. ROMANUL, 
FILED 4-30-1999 


VICTOR F., MANSFIELD, MA. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR PRERECORDED VIDEO CASSETTES FEATURING CAR- 
TOONS AND PRERECORDED AUDIOCASSETTES FEATURING 
STORIES (U.S. CLS. 21, 23, 26, 36 AND 38) 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR SERIES OF BOOKS CONCERNING FICTIONAL CHAR- 
ACTERS, MAGAZINES CONCERNING FICTIONAL CHAR- 
ACTERS, POSTERS, UNMOUNTED PHOTOGRAPHS, STA- 
TIONERY AND CARTOON PRINTS (U.S. CLS. 2, 5, 22, 23, 29, 
37, 38 AND 50) 


CLASS 25—CLOTHING 


FOR CLOTHING, NAMELY, SHIRTS, PANTS, SWEATERS, 
JACKETS. HEADWEAR AND FOOTWEAR (U.S. CLS. 22 AND 
39). 


U.S. PATENT AND TRADEMARK OFFICE 
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CLASS 28—TOYS AND SPORTING GOODS 

FOR TOYS AND SPORTING GOODS, NAMELY, BOARD 
GAMES, STUFFED ANIMALS, ACTION FIGURES, AND BASE- 
BALLS, BASKETBALLS, FOOTBALLS AND KICKBALLS (U.S. 
CLS. 22, 23, 38 AND 50). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR ANIMATION PRODUCTION SERVICES (U.S. CLS. 100, 
101 AND 107). 


SN 75-696,987. BERKLEY 
5-3-1999. 


INC., SPIRIT LAKE, IA. FILED 


PURE FISHING 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
‘*FISHING’’, APART FROM THE MARK AS SHOWN. 


CLASS 7—MACHINERY 
FOR FISHING TOOLS, NAMELY, POWER-OPERATED HOOK 


SHARPENERS AND FILES (U.S. CLS. 13, 19, 21, 23, 31, 34 
AND 35) 


CLASS 8—HAND TOOLS 

FOR FISHING HAND TOOLS, NAMELY, PLIERS; FISHING 
KNIVES; SCISSORS; CRIMPERS; FISHING LINE CUTTERS, 
FISHING LINE SPOOLING STATIONS CONSISTING PRIMARILY 
OF A BULK SPOOL HOLDER, A FISHING REEL HOLDER AND 
A LINE GUIDING DEVICE; AND FISHING LINE STRIPPERS 
(U.S. CLS. 23, 28 AND 44). 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR FISHING TOOLS, NAMELY, WEIGH SCALES (U.S. CLS. 
21, 23, 26, 36 AND 38). 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR FISHING FLASHLIGHTS (U.S. CLS. 13, 21, 23, 31 AND 
34). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PRINTED MATTER IN THE FORM OF LABELS AND 
DECALS (U.S. CLS. 2, 5, 22, 23, 29. 37, 38 AND 50). 


CLASS 25—CLOTHING 


FOR SHIRTS, CAPS, HATS, 
WINDSHIRTS (U.S. CLS. 22 AND 39). 


JACKETS, COATS, AND 


CLASS 26—FANCY GOODS 


FOR EMBROIDERED EMBLEMS (U.S. CLS. 37, 39, 40, 42 
AND 50). 





TM 28 


CLASS 28—TOYS AND SPORTING GOODS 


FOR FISHING RODS; FISHING REELS; FISHING LINE; ARTI- 
FICIAL FISHING LURES; ARTIFICIAL AND PACKAGED FISH- 
ING BAITS, FISH ATTRACTANTS; FISHING TACKLE, NAMELY 
FISHING HOOKS, LEADERS USED FOR FISHING, FISHING 
LEADER KITS, DOWNRIGGERS, SWIVELS, SNAP SWIVELS, 
SNAPS, KNOTLESS FASTENERS, AND CONNECTOR SLEEVES; 
FISHING ROD RACKS; FISHING ROD HOLDERS; TACKLE 
BOXES; FISHING ROD CASES: SPORTMAN’S FISHING BAGS; 
AND ICE FISHING STRIKE INDICATORS (U.S. CLS. 22, 23, 
38 AND 50) 


CLASS 36—INSURANCE AND FINANCIAL 


FOR FINANCIAL SPONSORSHIP OF FISHING, GOLF AND 
TENNIS TOURNAMENTS (U.S. CLS. 100, 101 AND 102). 


SN 75-696,988. BERKLEY INC.. 
5-3-1999 


SPIRIT LAKE, IA. FILED 





NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**FISHING’’, APART FROM THE MARK AS SHOWN 


CLASS 7—MACHINERY 

FOR FISHING TOOLS, NAMELY, POWER-OPERATED HOOK 
SHARPENERS AND FILES (U.S. CLS. 13, 19, 21, 23, 31, 34 
AND 35) 


CLASS 8—HAND TOOLS 

FOR FISHING HAND TOOLS, NAMELY, PLIERS; FISHING 
KNIVES; SCISSORS; CRIMPERS; FISHING LINE CUTTERS; 
FISHING LINE SPOOLING STATIONS CONSISTING PRIMARILY 
OF A BULK SPOOL HOLDER, A FISHING REEL HOLDER AND 
A LINE GUIDING DEVICE; AND FISHING LINE STRIPPERS 
(U.S. CLS. 23, 28 AND 44). 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR FISHING TOOLS, NAMELY, WEIGH SCALES (U.S. CLS. 
21, 23, 26, 36 AND 38) 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 

FOR FISHING FLASHLIGHTS (U.S. CLS. 13, 21, 23, 31 AND 
34). 


OFFICIAL GAZETTE 
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CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PRINTED MATTER IN THE FORM OF LABELS AND 
DECALS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


CLASS 25—CLOTHING 


FOR SHIRTS, CAPS, HATS, 
WINDSHIRTS (U.S. CLS. 22 AND 39). 


JACKETS, COATS, AND 


CLASS 26—FANCY GOODS 


FOR EMBROIDERED EMBLEMS (U.S. CLS. 37, 39, 40, 42 
AND 50). 


CLASS 28—TOYS AND SPORTING GOODS 

FOR FISHING RODS; FISHING REELS; FISHING LINE; ARTI- 
FICIAL FISHING LURES; ARTIFICIAL AND PACKAGED FISH- 
ING BAITS; FISH ATTRACTANTS; FISHING TACKLE, NAMELY 
FISHING HOOKS, LEADERS USED FOR FISHING, FISHING 
LEADER KITS, DOWNRIGGERS, SWIVELS, SNAPS SWIVELS, 
SNAP, KNOTLESS FASTENERS, AND CONNECTOR SLEEVES: 
FISHING ROD RACKS; FISHING ROD HOLDERS; TACKLE 
BOXES; FISHING ROD CASES; SPORTMAN’S FISHING BAGS; 
AND ICE FISHING STRIKE INDICATORS (U.S. CLS. 22, 23, 
38 AND 50). 


CLASS 36—INSURANCE AND FINANCIAL 


FOR FINANCIAL SPONSORSHIP OF FISHING, GOLF AND 
TENNIS TOURNAMENTS (U.S. CLS. 100, 101 AND 102). 


SN 75-701,705. GLOBAL 
FILED 5—10—1999. 


TECHPRO, FALLS CHURCH, VA. 


globaltechproetom 


CLASS 35—ADVERTISING AND BUSINESS 

FOR BUSINESS CONSULTATION SERVICES IN THE FIELD 
OF EMPLOYMENT OTHER THAN FOR LIBRARIES; EMPLOY- 
MENT OUTPLACING SERVICES OTHER THAN FOR LIBRARIES 
(U.S. CLS. 100, 101 AND 102). 

FIRST USE 5-10-1999; IN COMMERCE 5-10-1999. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR COMPUTER CONSULTATION SERVICES, INCLUDING 
DESIGN AND IMPLEMENTING WEBSITES FOR OTHERS (U.S. 
CLS. 100 AND 101). 

FIRST USE 5-10-1999; IN COMMERCE 5-10-1999. 


SN 75-703,408. GLOBAL DATATEL, 
FILED 5-12-1999. 


DELRAY BEACH, FL. 


EHOLA.COM 


CLASS 35—ADVERTISING AND BUSINESS 

FOR COMPUTERIZED ON-LINE RETAIL SERVICES FEA- 
TURING A WIDE VARIETY OF CONSUMER GOODS; BUSINESS 
AND MARKET RESEARCH IN THE FIELD OF COMPUTERS, 
OFFERED VIA A GLOBAL COMPUTER NETWORK (U.S. CLS. 
100, 101 AND 102). 





FEB 20, 2001 


CLASS 42—MISCELLANEOUS SERVICES 

FOR INTEGRATION OF COMPUTER SYSTEMS AND NET- 
WORKS; CONSULTATION SERVICES IN THE FIELD OF COM- 
PUTERS AND COMPUTER NETWORKS, RENDERED VIA A 
GLOBAL COMPUTER NETWORK; NEW PRODUCT RESEARCH 
FOR OTHERS, OFFERED VIA A GLOBAL COMPUTER NET- 
WORKING; PROVIDING ON-LINE REFERENCE MATERIALS 
FOR OTHERS IN THE FIELD OF COMPUTERS AND COM- 
PUTER NETWORKS (U.S. CLS. 100 AND 101). 


SN 75-707.316. TIGHE INDUSTRIES, INC., YORK, PA. FILED 
5-17-1999. 


DANCE CLUB 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR COSMETIC AND BODY CARE SETS COMPRISING NAIL 
POLISH, HAIR SPRAY AND BODY GEL, PRIMARILY FOR 
YOUNG FEMALE DANCERS OF BALLET, ACROBATIC AND 
JAZZ DANCING, GYMNASTICS AND BATON TWIRLING (U.S. 
CLS. 1, 4, 6, 50, 51 AND 52). 


CLASS 14—JEWELRY 


FOR JEWELRY, PRIMARILY FOR YOUNG FEMALE DANC- 
ERS OF BALLET, ACROBATIC AND JAZZ DANCING, GYM- 
NASTICS AND BATON TWIRLING (U.S. CLS. 2, 27, 28 AND 
50). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR CRAYONS, COLORING BOOKS, STICKERS, STA- 
TIONERY, PENS, PENCILS, PAPER NAPKINS, PAPER BAN- 
NERS, GREETING CARDS, AND GIFT BOXES NOT OF METAL 
CONTAINING WRITING INSTRUMENTS AND/OR INK STAMP 
SETS, PRIMARILY FOR YOUNG FEMALE DANCERS OF BAL- 
LET, ACROBATIC AND JAZZ DANCING, GYMNASTICS AND 
BATON TWIRLING (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 


CLASS 18—LEATHER GOODS 


FOR CANVAS LUGGAGE FOR CHILDREN, PRIMARILY FOR 
YOUNG FEMALE DANCERS OF BALLET, ACROBATIC AND 
JAZZ DANCING, GYMNASTICS AND BATON TWIRLING (U.S. 
CLS. 1, 2, 3, 22 AND 41). 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 

FOR PICTURE FRAMES AND MINIATURE DRESS-MAKER’S 
DUMMIES, PRIMARILY FOR YOUNG FEMALE DANCERS OF 
BALLET, ACROBATIC AND JAZZ DANCING, GYMNASTICS 
AND BATON TWIRLING (U.S. CLS. 2, 13, 22, 25, 32 AND 50). 


CLASS 21—HOUSEWARES AND GLASS 


FOR NON-METAL DECORATIVE KEEPSAKE BOXES, PAPER 
PLATES, PAPER CUPS, PRIMARILY FOR YOUNG FEMALE 
DANCERS OF BALLET, ACROBATIC AND JAZZ DANCING, 
GYMNASTICS AND BATON TWIRLING (U.S. CLS. 2, 13, 23, 
29, 30, 33, 40 AND 50). 


CLASS 26—FANCY GOODS 


FOR BARRETTES, PRIMARILY FOR YOUNG FEMALE DANC- 
ERS OF BALLET, ACROBATIC AND JAZZ DANCING, GYM- 
NASTICS AND BATON TWIRLING (U.S. CLS. 37, 39, 40, 42 
AND 50). 


U.S. PATENT AND TRADEMARK OFFICE 
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CLASS 28—TOYS AND SPORTING GOODS 


FOR CHRISTMAS ORNAMENTS, STUFFED TOYS, WOODEN 
DOLLS AND PLASTIC DOLLS, PAPER DOLLS, PRIMARILY 
FOR YOUNG FEMALE DANCERS OF BALLET, ACROBATIC 
AND JAZZ DANCING, GYMNASTICS AND BATON TWIRLING 
(U.S. CLS. 22, 23, 38 AND 50). 


CLASS 35—ADVERTISING AND BUSINESS 

FOR MAIL ORDER CATALOG SERVICES FEATURING 
DANCE-RELATED GIFT ITEMS, ALL DIRECTED PRIMARILY 
TO YOUNG FEMALE DANCERS OF BALLET, ACROBATIC 
AND JAZZ DANCING, GYMNASTICS AND BATON TWIRLING 
(U.S. CLS. 100, 101 AND 102). 


SN 75-714.483. TOUCH "EM ALL FOUNDATION, DENVER, CO. 
FILED 5-26-1999. 


chez 
sae 


FOUNDATION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**FOUNDATION”’, APART FROM THE MARK AS SHOWN. 

THE STIPPLING INDICATES SHADING AND IS NOT A FEA- 
TURE OF THE MARK. 


CLASS 25—CLOTHING 


FOR ATHLETIC FOOTWEAR, ATHLETIC SHOES, ATHLETIC 
UNIFORMS, BABUSHKAS, SWEAT BANDS, WRIST BANDS, 
BELTS, BOOTS, CAPS, COVERALLS, COVER UPS, FOOTWEAR, 
GLOVES, GOLF SHIRTS, GOLF SHOES, GYM SHORTS, GYM 
SUITS, HATS, HEAD WEAR, JACKETS, JEANS, JERSEYS, JOG- 
GING SUITS, SHIRTS, LEATHER COATS, PANTS, PULLOVERS, 
SHOES, SHORTS, SOCKS, SPORT COATS, SPORT SHIRTS, 
SWEAT SUITS, WARM-UP SUITS, SWEAT PANTS, SWEAT 
SHIRTS, SWEAT SHORTS, SWEATERS, T-SHIRTS, BOW TIES, 
TIES, TURTLENECKS, VESTS, VISORS, SUN VISORS, BASE- 
BALL CAPS (U.S. CLS. 22 AND 39). 

FIRST USE 5-5-1999; IN COMMERCE 5-5-1999. 


CLASS 36—INSURANCE AND FINANCIAL 

FOR CHARITABLE FUND RAISING, ELEEMOSYNARY SERV- 
ICES IN THE FIELD OF MONETARY DONATIONS, MEMORIAL 
FUND RAISING, PHILANTHROPIC SERVICES CONCERNING 
MONETARY DONATIONS, FINANCIAL SPONSORSHIP OF 
SPORTS AND MUSIC EVENTS, ART BROKERAGE (U.S. CLS. 
100, 101 AND 102). 

FIRST USE 5-6-1999; IN COMMERCE 5-6-1999. 
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SN 75-723,097 
6-10-1999 


K-9 SPORT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**K-9"", APART FROM THE MARK AS SHOWN 


CLASS 18—LEATHER GOODS 

FOR DOG COLLARS, DOG LEASHES, DOG CLOTHING, PET 
CUSHIONS, AND TRAVEL BAGS (U.S. CLS. 1, 2, 3, 22 AND 
41) 

FIRST USE 4-5-1999; IN COMMERCE 4-5-1999 


CLASS 21—HOUSEWARES AND GLASS 

FOR PET FEEDING DISHES, BOWLS (U.S. CLS. 2, 13, 23. 
29, 30, 33. 40 AND 50) 

FIRST USE 4-5-1999; IN COMMERCE 4-5-1999. 


CLASS 28—TOYS AND SPORTING GOODS 
FOR DOG TOYS (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 4-5-1999; IN COMMERCE 4-5-1999 


SN 75-725,821. IVIEWIT TECHNOLOGIES, INC., BOCA RATON, 
FL. BY ASSIGNMENT: BY CHANGE OF NAME IVIEWIT, 
INC., BOCA RATON, FL. FILED 6-8-1999. 


THE CLICK HEARD “ROUND 
THE WORLD 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER SYSTEM COMPRISING COMPUTER SOFT- 
WARE RECORDED ON CD-ROM OR DOWNLOADABLE VIA 
A GLOBAL COMPUTER NETWORK FOR TRANSMITTING 
INTERACTIVE, THREE-DIMENSIONAL, VIRTUAL REALITY IM- 
AGES OF PERSONS, OBJECTS AND PROPERTY OVER A COM- 
PUTER COMMUNICATIONS NETWORK (U.S. CLS. 21, 23, 26, 
36 AND 38). 


CLASS 38—COMMUNICATION 

FOR COMPUTER SERVICES, NAMELY TRANSMITTING 
INTERACTIVE, THREE-DIMENSIONAL, VIRTUAL REALITY IM- 
AGES OF PERSONS. OBJECTS AND PROPERTY OF OTHERS 
THAT CAN BE VIEWED AND MANEUVERED FROM ALL AN- 
GLES AND AT VARIOUS MAGNIFICATION LEVELS OVER A 
COMPUTER COMMUNICATIONS NETWORK (U.S. CLS. 100, 101 
AND 104). 


SN 75-740,607. BROAD STREET CAPITAL LLC, ATLANTA, GA. 
FILED 6-30-1999. 


BROAD STREET CAPITAL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“CAPITAL”, APART FROM THE MARK AS SHOWN. 


CLASS 36—INSURANCE AND FINANCIAL 

FOR REAL ESTATE ACQUISITION SERVICES (U.S. CLS. 100, 
101 AND 102). 

FIRST USE 4-8-1998; IN COMMERCE 4-8-1998. 
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BRDC GROUP, INC.. NEW YORK, NY. FILED 


FEB 20, 2001 


CLASS 42—MISCELLANEOUS SERVICES 

FOR REAL ESTATE CONSULTATION SERVICES (U.S. CLS. 
100 AND 101). 

FIRST USE 4-8-1998; IN COMMERCE 4-8-1998. 


SN 75-740,868. CONVENE INTERNATIONAL, INC., SAN FRAN- 
CISCO, CA. FILED 6-30-1999. 


AC @DEME 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR COMPUTER SOFTWARE FOR USE IN ONLINE DIS- 
TANCE EDUCATION SERVICES, NAMELY, SOFTWARE USED 
BY PROVIDERS OF EDUCATIONAL SERVICES TO DESIGN 
AND PROVIDE EDUCATIONAL PROGRAMS OFFERED OVER 
A GLOBAL COMPUTER NETWORK (U.S. CLS. 21, 23, 26, 36 
AND 38). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR COMPUTER SERVICES IN THE FIELD OF ONLINE DIS- 
TANCE EDUCATION, NAMELY, ASSISTING OTHERS TO DE- 
SIGN AND PROVIDE EDUCATIONAL PROGRAMS OFFERED 
OVER A GLOBAL COMPUTER NETWORK (U.S. CLS. 100 AND 
101). 


SN 75-745,767. MOHAWK CARPET CORPORATION, CALHOUN, 
GA. FILED 7-8-1999 


REGENCY GRAND 


CLASS 19—NON-METALLIC BUILDING 
MATERIALS 


FOR CERAMIC TILE (U.S. CLS. 1, 12, 33 AND 50). 


CLASS 27—FLOOR COVERINGS 
FOR CARPETS, RUGS (U.S. CLS. 19, 20, 37, 42 AND 50). 


SN 75-746,444. BERGLANDMILCH REGISTRIERTE 
GENOSSENSCHAFT MIT BESCHRANKTER HAFTUNG, A- 
4020 LINZ, AUSTRIA, FILED 7-9-1999. 


GRAND CRU 


PRIORITY CLAIMED UNDER SEC. 44(D) ON AUSTRIA AP- 
PLICATION NO. AM1387/99, FILED 3-9-1999, REG. NO. 181806, 
DATED 4-28-1999, EXPIRES 4-30-2009. 
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CLASS 29—MEATS AND PROCESSED FOODS 

FOR MILK: BUTTER; CREAM: CHEESE: YOGURT: FRUIT 
YOGURT; HALF AND HALF MILK AND CREAM MIXTURE: 
CHOCOLATE MILK; YOGURT-BASED BEVERAGES: YOGURT- 
BASED BEVERAGES CONTAINING FRUIT; SKIM MILK; PRE- 
PARED AND SEMI-PREPARED MILK BASED FOOD PROD- 
UCTS. NAMELY, WHIPPED CREAM; CHEESE SOUFFLE MIXES 
AND CHEESE SPREADS: YOGURT PRODUCTS, NAMELY, YO- 
GURT WITH CREAM: COOKING OILS; MARGARINE: AND 
WHEY-BASED FOOD BEVERAGES (U.S. CL. 46) 


CLASS 32—LIGHT BEVERAGES 

FOR NON-ALCOHOLIC BEVERAGES, NAMELY, FRUIT 
DRINKS AND SYRUPS AND OTHER DRINK PREPARATIONS 
FOR MAKING SOFT DRINKS AND FRUIT DRINKS (U.S. CLS. 
45. 46 AND 48) 


SN 75-748,199. DTE ENERGY COMPANY, DETROIT, MI. FILED 
7-6-1999. 


CLASS 35—ADVERTISING AND BUSINESS 

FOR BUSINESS MANAGEMENT AND CONSULTATION 
SERVICES IN THE FIELD OF COAL TRANSPORTATION (U.S. 
CLS. 100, 101 AND 102). 

FIRST USE 12-1-1998; IN COMMERCE 12-1-1998. 


CLASS 39—TRANSPORTATION AND 
STORAGE 

FOR TRANSPORTATION OF COAL BY RAIL AND BOAT 
AND STORAGE (U.S. CLS. 100 AND 105). 

FIRST USE 7-17-1998; IN COMMERCE 7-17-1998. 


CLASS 40—MATERIAL TREATMENT 


FOR GENERATION OF ELECTRICITY: CONVERSION OF 
SOLAR ENERGY TO ELECTRICITY: AND CONVERSION OF 
LANDFILL GAS TO COMMERCIAL METHANE, STEAM AND 
ELECTRICITY, BLENDING OF COALS (U.S. CLS. 100, 103 AND 
106) 

FIRST USE 7-17-1998; IN COMMERCE 7-17-1998. 
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SN 75-749,186. TMP WORLDWIDE INC.. NEW YORK, NY. 
FILED 7-13-1999. 


TALENT MARKET 


CLASS 35—ADVERTISING AND BUSINESS 


FOR PROVIDING EMPLOYMENT LISTINGS, EMPLOYMENT 
INFORMATION, CAREER DEVELOPMENT AND CAREER OP- 
PORTUNITIES TO OTHERS VIA A GLOBAL COMPUTER NET- 
WORK; PROMOTING, ADVERTISING AND SELLING GOODS 
AND SERVICES OF OTHERS THROUGH A GLOBAL COM- 
PUTER NETWORK (U.S. CLS. 100, 101 AND 102). 


CLASS 38—COMMUNICATION 


FOR PROVIDING ON-LINE ELECTRONIC BULLETIN 
BOARDS FOR TRANSMISSION OF MESSAGES AMONG COM- 
PUTER USERS CONCERNING EMPLOYMENT LISTINGS. EM- 
PLOYMENT INFORMATION. CAREER DEVELOPMENT AND 
CAREER OPPORTUNITIES, AS WELL AS CONCERNING THE 
PROMOTION, ADVERTISEMENT AND SALE OF GOODS AND 
SERVICES (U.S. CLS. 100, 101 AND 104). 


SN 75-752,106. LINDA POLLIN FOUNDATION, INC., CHEVY 
CHASE, MD. FILED 7-15-1999. 


CLASS 36—INSURANCE AND FINANCIAL 

FOR FOUNDATION SERVICES, NAMELY, PROVIDING 
SCHOLARSHIPS AND FUNDING FOR THE TRAINING OF PER- 
SONS INVOLVED IN COUNSELING INDIVIDUALS COPING 
WITH EMOTIONAL AND PSYCHO-SOCIAL PROBLEMS AS A 
RESULT OF COPING WITH A CHRONIC ILLNESS (U.S. CLS. 
100, 101 AND 102). 

FIRST USE 8-1-1993; IN COMMERCE 8-1-1993. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATION SERVICES, NAMELY CONDUCTING SEMI- 
NARS AND TRAINING SESSIONS TEACHING COUNSELING 
SKILLS TO PERSONS INVOLVED IN COUNSELING INDIVID- 
UALS COPING WITH EMOTIONAL AND PSYCHO-SOCIAL 
PROBLEMS AS A RESULT OF COPING WITH A CHRONIC 
ILLNESS (U.S. CLS. 100, 101 AND 107). 

FIRST USE 8-1-1993; IN COMMERCE 8-1-1993. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR FOUNDATION SERVICES, NAMELY PROMOTING PUB- 
LIC AWARENESS OF THE NEED FOR COUNSELING INDIVID- 
UALS COPING WITH EMOTIONAL AND PSYCHO-SOCIAL 
PROBLEMS AS A RESULT OF COPING WITH A CHRONIC 
ILLNESS (U.S. CLS. 100 AND 101). 

FIRST USE 8-1-1993; IN COMMERCE 8-1-1993 
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SN 75-752,849. MAN TURBOMASCHINEN AG GHH BORSIG, 
D-46145 OBERHAUSEN, FED REP GERMANY, BY CHANGE 
OF NAME GHH BORSIG TURBOMASCHINEN GMBH, 
BAHNHOFSTRASSE 66.46145 OBERHAUSEN, FED REP GER- 
MANY, FILED 7-16-1999 


GHH 


CLASS 7—MACHINERY 


FOR COMPRESSORS AND TURBINES, NAMELY, AXIAL 
COMPRESSORS, CENTRIFUGAL COMPRESSORS, MULTI- 
SHAFT COMPRESSORS, PROCESS-GAS COMPRESSORS, RA- 
DIAL EXPANDERS, COMPLETE COMPRESSOR MACHINE 
SETS, PROCESS-GAS SCREW COMPRESSORS, INDUSTRIAL 
STEAM TURBINES, INDUSTRIAL GAS TURBINES, EXCEPT 
THOSE FOR LAND VEHICLES; AND POWER PLANTS COM- 
POSED OF ANY COMBINATION OF THE AFOREMENTIONED 
COMPRESSORS AND TURBINES (U.S. CLS. 13, 19, 21, 23, 31, 
34 AND 35). 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR ELECTRIC CONTROLS AND CONTROL INSTRUMENTA- 
TION FOR THE AFOREMENTIONED COMPRESSORS AND TUR- 
BINES; AND ELECTRONIC CONTROLS AND CONTROL IN- 
STRUMENTATION FOR THE AFOREMENTIONED POWER 
PLANTS COMPOSED OF COMPRESSORS AND TURBINES (U.S. 
CLS. 21, 23, 26, 36 AND 38) 


SN 75-753,611. STAPP ASSOCIATION, THE, ANN ARBOR, MI. 
FILED 7-19-1999 


STAPP CAR CRASH 
CONFERENCE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“CAR CRASH CONFERENCE”’, APART FROM THE MARK AS 
SHOWN 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR PRE-RECORDED CD-ROMS FEATURING CONFERENCE 
PROCEEDINGS IN THE FIELD OF SAFETY THROUGH AUTO- 
MOTIVE OCCUPANT PROTECTION (U.S. CLS. 21, 23, 26, 36 
AND 38). 

FIRST USE 9-0-1959; IN COMMERCE 9-0-1959 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR PRINTED PUBLICATIONS, NAMELY, CONFERENCE 
PROCEEDINGS IN THE FIELD OF SAFETY THROUGH AUTO- 
MOTIVE OCCUPANT PROTECTION (U.S. CLS. 2. 5, 22, 23, 29, 
37, 38 AND 50). 

FIRST USE 9-0-1959: IN COMMERCE 9-0-1959 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR ARRANGING PUBLICATIONS, NAMELY, CON- 
FERENCES ON SAFETY THROUGH AUTOMOTIVE OCCUPANT 
PROTECTION; PUBLICATION OF CONFERENCE  PRO- 
CEEDINGS IN BOOK FORM AND ON CD-ROM (U.S. CLS. 100, 
101 AND 107) 

FIRST USE 100-1965; IN COMMERCE 10-0-1965. 
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SN 75-759,996. ABBYY SOFTWARE HOUSE, 107005 MOSCOW, 
RUSSIAN FEDERATIO, FILED 7-26-1999. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR ELECTRONiC PERSONAL ORGANIZERS FEATURING 
WIRELESS TRANSMISSION AND RECEPTION OF TEXT MES- 
SAGES AND DATA; HAND HELD PORTABLE COMPUTERS, 
COMPUTER PERIPHERALS AND PARTS THEREFOR; COM- 
PUTER APPLICATION SOFTWARE FOR DATA BASE MANAGE- 
MENT, SPREAD SHEET PROCESSING, WORD PROCESSING, 
TIME MANAGEMENT, PERSONAL ORGANIZATION, MATHE- 
MATICAL CALCULATIONS, DICTIONARIES, LANGUAGE 
TRANSLATION, WEB SITE DEVELOPMENT, GLOBAL COM- 
PUTER NETWORK BROWSING, ELECTRONIC MAIL, AND 
TELEPHONE AND ADDRESS MANAGEMENT; VIDEO AND 
COMPUTER GAME SOFTWARE FOR PLAYING ELECTRONIC 
GAMES, VIDEO GAME CARTRIDGES AND DISCS FOR PLAY- 
ING ELECTRONIC GAMES (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 28—TOYS AND SPORTING GOODS 

FOR HAND HELD ELECTRONIC GAMES, ELECTRONIC 
VIDEO GAMES, TOYS, NAMELY, PLUSH TOYS, RADIO CON- 
TROLLED VEHICLES, ACTION FIGURES AND PARTS THERE- 
FOR (U.S. CLS. 22, 23, 38 AND 50). 


CLASS 38—COMMUNICATION 

FOR DATA AND TEXT COMMUNICATIONS SERVICES, 
NAMELY, WIRELESS DIGITAL MESSAGING SERVICES, ELEC- 
TRONIC MAIL AND PAGING SERVICES, AND ONE WAY 
BROADCASTING OF DATA AND TEXT VIA A GLOBAL COM- 
PUTER NETWORK (U.S. CLS. 100, 101 AND 104). 


SN 75-761,594. LOYALTY MANAGEMENT GROUP CANADA, 
INC.. NORTH YORK, ONTARIO, CANADA, FILED 7-27-1999. 


U.S.L.A. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR POSTERS, BANNERS, STICKERS, VOUCHERS; PERIODI- 
CALS, NAMELY BROCHURES, MAGAZINES, NEWSPAPERS 
AND NEWSLETTERS PRIMARILY CONCERNED’ WITH 
WOMEN, FASHION, CURRENT EVENTS, AGRICULTURE, IN- 
CENTIVE PROGRAMS AND HEALTH; PROMOTIONAL DE- 
CALS, CARDBOARD, BOOKS, PENCILS, DESK AND OFFICE 
EQUIPMENT, NAMELY, PAPERWEIGHTS, STAPLERS, DESK 
PADS, AND HOLDERS FOR PENS, PENCILS AND INK (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
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CLASS 25—CLOTHING 


FOR T-SHIRTS; HATS; LEATHER WEAR, NAMELY, JACK- 
ETS, OVERCOATS AND WINTER COATS; JEAN WEAR, NAME- 
LY, PANTS, SHORTS, JACKETS, SHIRTS AND OVERALLS, ALL 
MADE FROM JEAN MATERIA, SWEATERS; DRESS SHIRTS: 
SWEATSHIRTS, GOLF SHIRTS; SOCKS; GLOVES; AND MEN’S, 
WOMEN’S AND INFANT FOOTWEAR, NAMELY, SHOES, ATH- 
LETIC SHOES, SANDALS AND BOOTS (U.S. CLS. 22 AND 39). 


CLASS 35—ADVERTISING AND BUSINESS 


FOR ORGANIZATION, OPERATION AND SUPERVISION OF 
SALES AND PROMOTIONAL INCENTIVE SCHEMES TO PRO- 
MOTE THE GOODS AND SERVICES OF OTHERS; BUSINESS 
MANAGEMENT SERVICES; MARKET RESEARCH; DATABASE 
MARKETING SERVICES, NAMELY THE PROVISION OF STA- 
TISTICAL ANALYSIS AND CONSULTATION REGARDING THE 
USE OF DATABASES IN THE MARKETING OF GOODS AND 
SERVICES AND PROVIDING STATISTICAL INFORMATION TO 
BUSINESSES ON THE PURCHASING PATTERNS OF CON- 
SUMERS AND OTHER BUSINESSES; COMPUTER SYSTEM 
DATABASE ANALYSIS SERVICES; PROVIDING MERCHAN- 
DISING PROGRAMS FOR OTHERS, NAMELY ASSISTING IN 
THE PREPARATION OF POINT-OF-SALE MATERIALS AND 
PROGRAMS; CUSTOMER RELATIONSHIP MANAGEMENT; 
DATA-DRIVEN BUSINESS MANAGEMENT; CONSULTING, DE- 
SIGNING, IMPLEMENTING AND ADMINISTRATING INCEN- 
TIVE AWARD PROGRAMS FOR OTHERS; COMPUTERIZED 
DATABASE MANAGEMENT, DATA PROCESSING SERVICES; 
BUSINESS, CONSUMER AND GOVERNMENT RESEARCH: 
BUSINESS CONSULTING SERVICES; CONDUCTING BUSINESS 
AND MARKET RESEARCH SURVEYS; DECISION SUPPORT 
CONSULTING; COALITION MARKETING; ORGANIZATION. 
CONSULTATION, OPERATION AND ADMINISTRATION OF A 
TELEPHONE CALL CENTER FOR OTHERS; ORGANIZATION, 
OPERATION AND ADMINISTRATION OF FULFILLMENT SERV- 
ICES FOR OTHERS: AND WHOLESALE DISTRIBUTORSHIP 
SERVICES IN THE FIELD OF COMPUTER HARDWARE AND 
SOFTWARE (U.S. CLS. 100, 101 AND 102) 


CLASS 39—TRANSPORTATION AND 
STORAGE 


FOR TRAVEL AGENCY SERVICES, NAMELY MAKING RES- 
ERVATIONS AND BOOKING FOR TRANSPORTATION (U.S. 
CLS. 100 AND 105). 


CLASS 42—MISCELLANEOUS SERVICES 

FOR PRINTING PRODUCTION SERVICES; GEOGRAPHIC IN- 
FORMATION SERVICES AND CONSULTING; DATA WARE- 
HOUSE DEVELOPMENT AND CONSULTING SERVICES; DATA 
MINING CONSULTING SERVICES: TRAVEL AGENCY SERV- 
ICES, NAMELY MAKING RESERVATIONS AND BOOKING FOR 
TEMPORARY LODGING; SERVICES IN CONNECTION WITH 
A GLOBAL COMPUTER NETWORK SUCH AS THE WORLD 
WIDE WEB, NAMELY WEB PAGE DESIGN, BUSINESS INFOR- 
MATION SERVICES AND COMMERCE SERVICES, NAMELY, 
THE ONLINE SELLING OF GOODS AND SERVICES FOR OTH- 
ERS: AND PRINTING AND ELECTRONIC DISTRIBUTION OF 
FLYERS AND CATALOGS (U.S. CLS. 100 AND 101). 


SN 75-762,204. SCIFACE SOFTWARE GMBH & CO. KG, 33100 
PADERBORN, FED REP GERMANY, FILED 7-28-1999. 


MuPAD 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FED REP GER- 
MANY APPLICATION NO. 39914264.9/4, FILED 3-11-1999, REG. 
NO. 39914264, DATED 11-22-1999, EXPIRES 3-31-2009. 


U.S. PATENT AND TRADEMARK OFFICE 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER SOFTWARE FOR DATA PROCESSING OF 
MATHEMATICAL INFORMATION; COMPUTER SOFTWARE 
FOR PERFORMING SYMBOLIC AND NUMERIC COMPUTA- 
TIONS AND FOR PERFORMING SYMBOLIC AND NUMERIC 
PARALLEL PROCESSING; COMPUTER PROGRAMS FOR SOLV- 
ING MATHEMATICAL EQUATIONS; COMPUTER SOFTWARE 
FOR PERFORMING ALGEBRA PROBLEMS; COMPUTER SOFT- 
WARE FOR PRESENTING MATHEMATICAL PROBLEMS IN 
GRAPHICAL FORMS; COMPUTER PROGRAMS FOR ACCESS- 
ING DATA NETWORKS, INCLUDING THE GLOBAL COM- 
PUTER NETWORK; COMPUTER PROGRAMS USED TO CRE- 
ATE NUMERICAL SYSTEMS TO SOLVE MATHEMATICAL 
PROBLEMS (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL SERVICES, NAMELY, CONDUCTING 
CLASSES AND SEMINARS IN THE FIELD OF MATHEMATICAL 
AND COMPUTER DATA PROCESSING (U.S. CLS. 100, 101 AND 
107). 


CLASS 42—MISCELLANEOUS SERVICES 

FOR PROVIDING AN ON-LINE DATABASE FEATURING 
MATHEMATICAL TECHNICAL INFORMATION; DESIGN OF 
COMPUTER PROGRAMS FOR DATA PROCESSING; COMPUTER 
CONSULTATION; AND COMPUTER SYSTEM ANALYSIS (U.S 
CLS. 100 AND 101). 


SN 75-762,309. MANDELL] & C. S.P.A., 
BRIANZA (MI), ITALY, FILED 7-28-1999. 


20045 BESANA 


MANDELLI 
RIL© 





OWNER OF ERPN CMNTY TM OFC REG. NO. 751362, DATED 
7-1-1999, EXPIRES 7-1-2009. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 

FOR CURTAIN RINGS AND CURTAIN HOOKS NOT MADE 
OF METAL; CURTAIN RODS; CURTAIN TIE-BACKS NOT 
MADE OF METAL OR TEXTILE; CURTAIN RAILS; AND CUR- 
TAIN ROLLERS NOT MADE OF METAL (US. CLS. 2, 13, 22, 
25, 32 AND 50). 


CLASS 26—FANCY GOODS 


FOR PASSAMENTERIE: LACE; AND EMBROIDERY (U.S. 
CLS. 37, 39, 40, 42 AND 50) 


SN 75-763,440. HEALTH HERO NETWORK, INC., MOUNTAIN 
VIEW, CA. FILED 7-27-1999. 


RXBUDDY 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER SYSTEMS FOR USE IN THE HEALTH CARE 
INDUSTRY, NAMELY COMPUTER HARDWARE, SOFTWARE 
AND USER MANUALS SOLD AS A UNIT FOR COLLECTING, 
ANALYZING AND FORWARDING TO OTHERS, DATA AND 
REPORTS ON INDIVIDUAL PATIENT AND PATIENT POPU- 
LATION RESPONSES TO HEALTH-RELATED COMMUNICA- 
TIONS. NAMELY QUERIES, REMINDERS, NOTIFICATIONS 
AND ALERTS FOR THE PURPOSE OF CREATING PREDICTIVE 
MODELS, COST MODELS. HEALTH CARE PROVIDER CON- 
FIDENCE PARAMETERS AND OTHER STATISTICAL ANAL- 
YSIS (U.S. CLS. 21, 23. 26, 36 AND 38). 


CLASS 35—ADVERTISING AND BUSINESS 

FOR COMPUTERIZED DATABASE MANAGEMENT; HEALTH 
CARE COST CONTAINMENT; HEALTH CARE COST REVIEW, 
HEALTH CARE UTILIZATION AND REVIEW SERVICES; DATA 
PROCESSING SERVICES IN THE FIELD OF HEALTH CARE 
(U.S. CLS. 100, 101 AND 102) 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR PROVIDING HEALTH CARE INFORMATION FOR IN- 
TERPRETING, COMPILING, MANIPULATING AND ORGA- 
NIZING DATA AND REPORTS DERIVED FROM AND RELATED 
TO PATIENTS AND PATIENT POPULATIONS RESPONSES TO 
QUERIES, REMINDERS, NOTIFICATIONS, ALERTS AND 
OTHER HEALTH-RELATED PROTOCOLS AND BASED ON THE 
DATA AND REPORTS SO DERIVED, CREATING PREDICTIVE 
MODELS. AND COST MODELS, AND DEVELOPING CON- 
FIDENCE PARAMETERS, TRENDS AND OTHER STATISTICAL 
INFORMATION; DISSEMINATION OF INSTRUCTIONS AND 
PROTOCOLS FOR OTHERS RELATING TO HEALTH CARE VIA 
AN ON-LINE ELECTRONIC COMMUNICATIONS NETWORK; 
ON-LINE HEALTH CARE SERVICES FEATURING A WIDE VA- 
RIETY OF ITEMS USED IN CONNECTION WITH HEALTH 
CARE; COMPUTER PROGRAMMING FOR OTHERS IN THE 
FIELD OF HEALTH CARE AND COMMUNICATIONS REGARD- 
ING HEALTH CARE, PROVIDING AN INTERACTIVE WEB SITE 
FEATURING INFORMATION RELATING TO HEALTH; ON-LINE 
BATCH COMPUTER SERVICES IN THE FIELD OF HEALTH 
CARE; PROVIDING HEALTH INFORMATION VIA AN ON-LINE 
COMMUNICATIONS NETWORK (U.S. CLS. 100, 101 AND 107). 


SN 75-764.336. OLD CANDLE BARN, INC..THE, INTERCOURSE, 
PA. FILED 7-30-1999 


THE OLD CANDLE BARN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“CANDLE”, APART FROM THE MARK AS SHOWN. 


CLASS 4—LUBRICANTS AND FUELS 
FOR CANDLES (U.S. CLS. 1, 6 AND 15). 
FIRST USE 1-1-1970; IN COMMERCE 1-1-1970. 


CLASS 21—HOUSEWARES AND GLASS 


FOR CANDLE ACCESSORIES, NAMELY, CANDLE HOLDERS 
NOT OF PRECIOUS METAL, CANDLE SNUFFERS NOT OF PRE- 
ClOUS METAL AND CANDLE RINGS NOT OF PRECIOUS 
METAL (US. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). 

FIRST USE 1-1-1970, IN COMMERCE 1-1-1970. 


OFFICIAL GAZETTE 


FEB 20, 2001 


CLASS 35—ADVERTISING AND BUSINESS 

FOR RETAIL AND WHOLESALE STORE SERVICES FEA- 
TURING CANDLES AND CANDLE ACCESSORIES; MAIL 
ORDER SERVICES FEATURING CANDLES AND CANDLE AC- 
CESSORIES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 1-1-1970; IN COMMERCE 1-1-1970 


SN 75-764,409. ERIDE.COM, 
7-30-1999. 


INC., LOS GATOS. CA. FILED 


ALLRIDES.COM 


CLASS 35—ADVERTISING AND BUSINESS 

FOR COMPUTERIZED ONLINE RETAIL AND AUCTION 
SERVICES FEATURING MOTORCYCLES, BOATS, AIRPLANES, 
POWER SPORT VEHICLES, AUTOMOBILES, TRUCKS, VANS, 
SPORT UTILITY VEHICLES, RECREATIONAL VEHICLES. AND 
EXTREME SPORTS TOGETHER WITH PARTS, ACCESSORIES, 
AND COLLECTIBLES RELATING THERETO (U.S. CLS. 100, 101 
AND 102). 


CLASS 42—MISCELLANEOUS SERVICES 

FOR COMPUTERIZED ONLINE INFORMATION SERVICES 
REGARDING MOTORCYCLES, BOATS, AIRPLANES, POWER 
SPORTS VEHICLES, AUTOMOBILES, TRUCKS, VANS, SPORT 
UTILITY VEHICLES, RECREATIONAL VEHICLES, AND EX- 
TREME SPORTS EQUIPMENT TOGETHER WITH PARTS, AC- 
CESSORIES, AND COLLECTIBLES RELATING THERETO (U.S. 
CLS. 100 AND 101). 


SN 75-766,593. LINDA L. JONES, DBA L.J. ENTERPRISES, DAL- 
LAS, TX. FILED 8-2-1999. 


NAP pY 
A HAIR 
AFFAIR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**NAPPY HAIR", APART FROM THE MARK AS SHOWN. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR PRERECORDED VIDEO TAPES FEATURING NAPPY, 
NATURAL AND AFRICAN-INSPIRED HAIRSTYLES AND HAIR 
GROOMING SESSIONS (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 25—CLOTHING 
FOR T-SHIRTS (U.S. CLS. 22 AND 39). 
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SN 75-768.793. MAGNUM OPUS, INC., MALIBU, CA. FILED 
10-30-1999. 


THE MALIBU GUM 
FACTORY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“MALIBU GUM”"’, APART FROM THE MARK AS SHOWN. 


CLASS 25—CLOTHING 


FOR CLOTHING AND SPORTS APPAREL, NAMELY, SHIRTS, 
PANTS, SHORTS, HATS, SWIMWEAR AND FOOTWEAR (U.S. 
CLS. 22 AND 39). 


CLASS 28—TOYS AND SPORTING GOODS 


FOR SPORTING EQUIPMENT, NAMELY, SURFING WAX FOR 
SURFBOARDS (U.S. CLS. 22, 23, 38 AND 50). 


CLASS 30—STAPLE FOODS 


FOR CONFECTIONS AND CHEWING GUM, NAMELY, 
MINTS, HARD CANDY, BUBBLE GUM, AND CHEWING GUM 
(U.S. CL. 46). 


SN 75-777,238. J.D. EDWARDS & COMPANY, DENVER, CO. 
FILED 8-17-1999. 


JDE 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER SOFTWARE APPLICATIONS IN THE 
FIELDS OF BUSINESS INDUSTRY, GOVERNMENT, EDU- 
CATIONAL INSTITUTIONS AND HOSPITALS FOR USE IN FI- 
NANCIAL ANALYSIS, BUDGETING, ACCOUNTING, PAYROLL 
PREPARATION, BILLING, REPORTING, BUSINESS PLANNING 
AND MANAGEMENT, LOGISTICS PLANNING AND MANAGE- 
MENT, DISTRIBUTION PLANNING AND MANAGEMENT, 
PROJECT MANAGEMENT, HUMAN RESOURCES MANAGE- 
MENT, CUSTOMER RELATIONSHIP MANAGEMENT, MANU- 
FACTURING PLANNING AND MANAGEMENT, SERVICES 
MANAGEMENT, PROCESS MANAGEMENT, SUPPLY CHAIN 
MANAGEMENT, MAINTENANCE PLANNING AND MANAGE- 
MENT, ASSET MANAGEMENT, PROCUREMENT, INFORMA- 
TION MANAGEMENT, ELECTRONIC COMMERCE AND SOFT- 
WARE DEVELOPMENT (US. CLS. 21, 23, 26, 36 AND 38). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR COMPUTER EDUCATIONAL TRAINING SERVICES (U.S. 
CLS. 100, 101 AND 107). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR CONSULTING SERVICES IN THE FIELD OF COMPUTER 
SOFTWARE; COMPUTER SOFTWARE DESIGN SERVICES FOR 
OTHERS; COMPUTER PROGRAMMING SERVICES FOR OTH- 
ERS; COMPUTER SERVICES, NAMELY PROVIDING INFORMA- 
TION IN THE FIELDS OF COMPUTER SOFTWARE, COMPUTER 
HARDWARE, COMPUTER SUPPORT AND INFORMATION 
TECHNOLOGY USING A COMPUTER NETWORK (U.S. CLS. 
100 AND 101). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 75-777,261. PLAYSTREAM, LLC, WEST HOLLYWOOD, CA. 
FILED 8-17-1999. 


PLAYSTREAM 


CLASS 38—COMMUNICATION 
FOR PROVIDING MULTIPLE USER ACCESS TO A GLOBAL 
COMPUTER NETWORK, BROADCASTING PROGRAMS VIA A 
GLOBAL COMPUTER NETWORK (U.S. CLS. 100, 101 AND 104). 
FIRST USE 10-20-1998; IN COMMERCE 10-20-1998. 


CLASS 39—TRANSPORTATION AND 
STORAGE 

FOR ELECTRONIC STORAGE AND STREAMING OF MULTI- 
MEDIA DATA (U.S. CLS. 100 AND 105). 

FIRST USE 10-20-1998; IN COMMERCE 10-20-1998. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR HOSTING MULTIMEDIA WEBSITES OR PROVIDING 
STREAMING SERVICES FOR MULTIMEDIA DATA ON A COM- 
PUTER SERVER FOR A GLOBAL COMPUTER NETWORK (U.S. 
CLS. 100 AND 101). 

FIRST USE 10-20-1998; IN COMMERCE 10-20-1998. 


SN 75-781,426. ROKER/TANOUS ENTERTAINMENT, LOS AN- 
GELES, CA. FILED 8-23-1999. 


YESKA 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR SERIES OF MUSICAL SOUND RECORDINGS (U.S. CLS. 
21, 23, 26, 36 AND 38). 

FIRST USE 5-0-1995; IN COMMERCE 5-0-1998. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR MUSICAL ENTERTAINMENT SERVICES, NAMELY, 
LIVE PERFORMANCES BY A MUSICAL BAND (U.S. CLS. 100, 
101 AND 107). 

FIRST USE 5-0-1995; IN COMMERCE 5-0-1998. 





T™ 36 


SN 75-782.108. GERSHON, 
8-23-1999 


DANN, NEW YORK, NY. FILED 


THE DRAWING IS LINED FOR THE COLOR(S) GREEN RED 
AND YELLOW AND COLORS ARE CLAIMED AS A FEATURE 
OF THE MARK. 

THE MARK CONSISTS OF THE REPRESENTATION OF A 
BEE 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR TEMPORARY TATOOS, DECALS, PATTERNS FOR MAK- 
ING CLOTHES, FACIAL TISSUE, PAPER CAKE DECORATIONS, 
SANDWICH BAGS, PAPER LUNCH BAGS. ACTIVITY BOOKS, 
NAMELY COLORING BOOKS AND TRACING BOOKS; COMIC 
BOOKS, GENERAL FEATURE MAGAZINES, NOVELS, ILLUS- 
TRATED NOVELS. POSTERS, BOOKS. NAMELY, POP-UP 
BOOKS, STORYBOOKS, TRADE BOOKS OF GENERAL INTER- 
EST, CHILDREN’S PICTURE STORY BOOKS, GAME BOOKS, 
COOK BOOKS, ART BOOKS, STORY BOOKS FOR CHILDREN 
WHICH INCLUDE STICKERS THAT CAN BE PASTED INTO 
THE STORY BOOKS, STICKER BOOKS, PAPER DOLL BOOKS, 
DIARIES, EDUCATIONAL BOOKS, NAMELY, STORY WORK- 
BOOKS AND HOW-TO BOOKS REGARDING MATH, SCIENCE, 
READING AND HISTORY LESSONS FOR CHILDREN; NOTE 
CARDS, PLAYING CARDS, OCCASION CARDS, FLASH CARDS, 
CALENDARS, MAPS, PERSONAL STATIONERY, ENVELOPES, 
GREETING CARDS, THREE-DIMENSIONAL GREETING CARDS, 
POST CARDS, PAPER BOXES TO HOLD VALENTINES, TAS- 
SELED BOOKMARKS, STUDENT DAILY PLANNERS, STUDENT 
PERSONAL PLANNERS, AGENDAS, STATIONERY-TYPE PORT- 
FOLIOS, BOOK COVERS, SCRAPBOOKS, NOTE BOOKS, SPI- 
RAL NOTEBOOKS, NOTE PADS. RUBBER STAMPS, INK 
STICKS, INK STONES. DRAWING RULERS, PENCILS, PENCIL 
HOLDERS, DIE CUT ERASERS. MEMO BOARDS, CHALK 
BOARDS, COMPUTER PAPER, AUTOGRAPH BOOKS, ADDRESS 
BOOKS, PAPER NAPKINS, PAPER TABLECLOTHS, PAPER 
CUPS, PAPER PARTY HATS, PAPER PARTY BAGS TO HOLD 
PARTY FAVORS, PLACE CARDS, GIFT WRAPPING PAPER. 
CAKE STENCILS, PARTY INVITATIONS, STATIONERY FOR 
USE AS THANK YOU NOTES, PAPER BAGS FILLED WITH 
MISCELLANEOUS PARTY FAVORS, PAPER GIFT BAGS, FAB- 
RIC GIFT BAGS, PAPER GIFT TAGS, PLAYING CARDS, FINE 
ART PRINTS, ANIMATION CELS, POSTERS, PAINTINGS (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


OFFICIAL GAZETTE 
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CLASS 25—CLOTHING 

FOR MEN’S,. WOMEN’S AND CHILDREN’S CLOTHING, 
NAMELY, SPORTSWEAR, NAMELY, PANTS, JEANS, SLACKS. 
SHORTS, T-SHIRTS, KNIT SETS, NAMELY, KNIT SKIRTS, KNIT 
SLACKS, KNIT SHIRTS, KNIT PANTS AND KNIT SHORTS, 
OVERALLS AND COVERALLS, SWEATERS AND SWEATER 
SETS, NAMELY, SWEATERS AND SLACKS, BATHING SUITS, 
COVERUPS, SWEATSHIRTS, WOVEN SHIRTS, DRESSES, 
SOCKS, HOSIERY, WORKOUTWEAR, NAMELY, LEOTARDS, 
UNITARDS, DANCEWEAR, NAMELY, TIGHTS; ACTIVEWEAR, 
NAMELY JOGGING SUITS AND WARMUP _ SUITS: 
LOUNGEWEAR AND SLEEPWEAR, NAMELY, PAJAMA SETS, 
NAMELY, PAJAMA TOPS AND PAJAMA BOTTOMS, ROBES 
AND NIGHT SHIRTS, UNDERWEAR; OUTERWEAR, NAMELY, 
PARKAS, JACKETS, QUILTED JACKETS, RAINCOATS, DUST- 
ERS AND VESTS; SHOES, NAMELY, TENNIS SHOES, HIKING 
BOOTS, SANDALS AND SLIPPERS; HATS, NAMELY, BASE- 
BALL CAPS, FISHING CAPS, BERETS, HUNTING CAPS, SKULL 
CAPS IN WOVEN AND KNIT FABRICS, SCARVES, GLOVES, 
MITTENS, BELTS, SUSPENDERS, TIES, SHOWER CAPS, 
APRONS, HALLOWEEN COSTUMES, WET SUITS (U.S. CLS 
22 AND 39). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR ENTERTAINMENT SERVICES, NAMELY, PROVIDING 
ON-GOING RADIO AND TELEVISION PROGRAMS FOR CHIL- 
DREN VIA A GLOBAL COMPUTER NETWORK, ENTERTAIN- 
MENT SERVICES, NAMELY, PROVIDING AN ON-LINE COM- 
PUTER GAME (U.S. CLS. 100 AND 101). 


SN 75-782,890. MEDICAL SELFCARE, INC... EMERYVILLE, CA 
FILED 8-23-1999. 


SELFCARE.COM SUPPORT. 
GUIDANCE. ANSWERS. 


OWNER OF US. REG. NOS. 2,222,964, 2,249,604 AND 
2,816,245. 


CLASS 35—ADVERTISING AND BUSINESS 

FOR COMPUTERIZED ON-LINE ORDERING SERVICES FEA- 
TURING HEALTH AND PERSONAL CARE PRODUCTS ACCES- 
SIBLE THROUGH THE USE OF GLOBAL COMPUTER INFOR- 
MATION NETWORKS (U.S. CLS. 100, 101 AND 102). 


CLASS 42—MISCELLANEOUS SERVICES 

FOR ON-LINE INFORMATION SERVICES FEATURING 
HEALTH AND PERSONAL CARE INFORMATION ACCESSIBLE 
THROUGH THE USE OF GLOBAL COMPUTER INFORMATION 
NETWORKS (U.S. CLS. 100 AND 101). 


SN 75-783,395. EURO-PARTNERS NEW MEDIA B.V., 5211 BA’S- 
HERTOGENBOSCH, NETHERLANDS, FILED 8-23-1999. 


GAMEGATE.COM 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER GAME SOFTWARE FOR USE ON A GLOB- 
AL COMPUTER NETWORK (U.S. CLS. 21, 23, 26, 36 AND 38). 
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CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR PROVIDING A WEB-SITE ON A GLOBAL COMPUTER 
NETWORK FEATURING GAMES (U.S. CLS. 100, 101 AND 107) 


CLASS 42—MISCELLANEOUS SERVICES 


FOR COMPUTER GAME SOFTWARE DEVELOPMENT AND 
DESIGN (U.S. CLS. 100 AND 101). 


SN 75-783,448. KESTREL MANAGEMENT SERVICES, LLC, 
MADISON, WI. FILED 8-24-1999. 


Kasorg: 
Management Services, LLC 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**MANAGEMENT SERVICES, LLC’’, APART FROM THE MARK 
AS SHOWN. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PRINTED MATERIALS, NAMELY. PRINTED INSTRUC- 
TIONAL EDUCATIONAL TEACHING MATERIALS, INFORMA- 
TIONAL PAMPHLETS, NEWSLETTERS, AND BROCHURES, IN 
THE FIELD OF BUSINESS MANAGEMENT (U.S. CLS. 2, 5, 22. 
23, 29, 37, 38 AND 50). 

FIRST USE 1-13-1998; IN COMMERCE 2-6-1998. 


CLASS 35—ADVERTISING AND BUSINESS 
FOR BUSINESS MANAGEMENT CONSULTING (U.S. 
100, 101 AND 102). 
FIRST USE 1-13-1998; IN COMMERCE 2-6-1998. 


CLS 


SN 75-783.498. KESTREL MANAGEMENT 
MADISON, WI. FILED 8-24-1999. 


SERVICES, LLC, 


REAL COST 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR PRINTED MATERIALS, NAMELY, PRINTED INSTRUC- 
TIONAL EDUCATIONAL TEACHING MATERIALS, INFORMA- 
TIONAL PAMPHLETS, NEWSLETTERS. AND BROCHURES, IN 
THE FIELD OF BUSINESS MANAGEMENT (U.S. CLS. 2, 5, 22. 
23, 29, 37, 38 AND 50). 


CLASS 35—ADVERTISING AND BUSINESS 


FOR BUSINESS MANAGEMENT CONSULTATION (U.S. CLS 
100. 101 AND 102). 


SN 75-783.614. BIO-MEDICAL & PHARMACEUTICAL MANU- 
FACTURING CORPORATION, HOUSTON, TX. FILED 
8-24-1999. 


PRO-SPECTRUM 


U.S. PATENT AND TRADEMARK OFFICE 
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CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR SUNSCREEN (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


CLASS 40—MATERIAL TREATMENT 


FOR PROCESSING AND TREATMENT OF SUNSCREEN PREP- 
ARATIONS (U.S. CLS. 100, 103 AND 106) 


SN 75-786.629. SCIENCE APPLICATIONS INTERNATIONAL 
CORPORATION, SAN DIEGO, CA. FILED 8-27-1999 


PERFORMANCE SUITE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**PERFORMANCE”, APART FROM THE MARK AS SHOWN 


CLASS 35—ADVERTISING AND BUSINESS 

FOR BUSINESS MANAGEMENT IN THE COMPUTER DESK- 
TOP STANDARDIZATION SERVICES FIELD (U.S. CLS. 100, 101 
AND 102) 


FIRST USE 2-21-1999; IN COMMERCE 2-21-1999 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR COMPUTER TRAINING SERVICES AND CLASSES RE- 
LATING TO DESKTOP COMPUTER ENVIRONMENTS (U.S. CLS 
100, 101 AND 107). 

FIRST USE 2-21-1999; IN COMMERCE 2-21-1999. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR ENGINEERING DESIGN IN THE COMPUTER DESKTOP 
STANDARDIZATION FIELD, COMPUTER NETWORK SYSTEM 
MONITORING AND TECHNICAL SUPPORT SERVICES (U.S. 
CLS. 100 AND 101). 

FIRST USE 2-21-1999; IN COMMERCE 2-21-1999 
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SN 75-787.204. SCHRAMM, MICHAEL, SAN DIEGO, CA. FILED 
8-30-1999. 


(! 


PRIMORDIAL aad 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT 
“ARTS”. APART FROM THE MARK AS SHOWN 

THE MARK CONSISTS OF THE WORDS ‘PRIMORDIAL 
ARTS". ABOVE THESE WORDS ARE TWO DANCING FIG- 
URES, WHICH RESEMBLE MEN IN COSTUME, FACING EACH 
OTHER WITH EACH FIGURE HOLDING A STICK 


TO USE 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PAPER PRODUCTS, NAMELY PAPER PLATES, WRAP- 
PING PAPER. GREETING CARDS, POSTCARDS, PLAYING 
CARDS. PLACEMENTS, COASTERS, POSTERS, NAPKINS, TA- 
BLECLOTH, DECALS AND SIGNS (U.S. CLS. 2, 5, 22, 23, 29, 
37, 38 AND 50) 


CLASS 25—CLOTHING 


FOR CLOTHING. NAMELY, T-SHIRTS. SWEATSHIRTS, 
SHORTS. HATS AND CAPS (U.S. CLS. 22 AND 39). 


SN 75-791.103. REALTY 
FILED 9-2-1999 


ONE, INC., INDEPENDENCE, OH 


S.LY. REALTY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“*REALTY”’,. APART FROM THE MARK AS SHOWN. 


CLASS 35—ADVERTISING AND BUSINESS 

FOR MARKETING CONSULTING SERVICES FOR PROPERTY 
OWNERS MARKETING THEIR OWN REAL ESTATE WITHOUT 
THE AID OF REAJ. ESTATE BROKERAGE SERVICES (U.S. CLS. 
100. 101 AND 102). 


CLASS 36—INSURANCE AND FINANCIAL 

FOR REAL ESTATE BROKERAGE SERVICES FOR PROPERTY 
OWNERS MARKETING THEIR OWN REAL ESTATE (U.S. CLS 
100. 101 AND 102) 


GAZETTE FEB 20, 2001 


SN 75-791,333. COMDIAL 


VILLE, VA. FILED 9-2-1999 


CORPORATION, CHARLOTTES- 


COMDIAL-THE RISING 
STAR 


OWNER OF U.S. REG 
ERS 


NOS. 1,085,372, 1,893,772 AND OTH- 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR TELEPHONES AND TELEPHONE EQUIPMENT, NAME- 
LY, VOICE PROCESSING UNITS, AUTOMATIC CALL DIS- 
TRIBUTORS; SWITCHING DEVICES, MULTILINE AND SINGLE 
LINE TERMINALS; TELEPHONE SIGNALING DEVICES, CIR- 
CUIT BOARDS AND HOUSINGS; AUTOMATIC TELEPHONE 
ANSWERING MACHINES: TELEPHONE SIGNAL PROCESSORS: 
AUTOMATIC TELEPHONE DIALERS; TONE DIALING AND RO- 
TARY DIALING KEY-PAD TYPE DIALERS FOR TELEPHONES 
AND ASSOCIATED TELEPHONE EQUIPMENT; COMPUTER 
COMMUNICATIONS SOFTWARE AND HARDWARE FOR AS- 
SISTED LIVING COMMUNITIES, NAMELY, FOR IN-ROOM 
TELEPHONE AND VOICE MAIL SERVICES, CALL TRACKING 
AND BILLING, FACILITATING CARE GIVER NOTIFICATION, 
EMERGENCY CALL SERVICES. MAPPING PENDANT LOCA- 
TORS, AND TWO-WAY VOICE SERVICE FROM RESIDENTS 
ROOMS TO THE CARE GIVER; COMPUTER HARDWARE AND 
COMPUTER SOFTWARE USED IN IP TELEPHONY GATEWAY 
SYSTEMS, FOR TRANSMISSION AND ROUTING OF DATA IN 
DIGITAL FORM ACROSS A NETWORK; COMPUTER HARD- 
WARE AND COMPUTER SOFTWARE USED AS AN INTERFACE 
UNIT IN COMPUTER TELEPHONE INTEGRATION; COMPUTER 
SOFTWARE FOR USE WITH A TELEPHONE SWITCH SYSTEM 
ALLOWING USERS TO LOG INTO A TELEPHONE STATION; 
COMPUTER SOFTWARE FOR CALL CONTROL; COMPUTER 
HARDWARE AND COMPUTER SOFTWARE FOR USE IN MAN- 
AGING HOTEL TELEPHONE SYSTEMS; COMPUTER SOFT- 
WARE FOR USE IN TRANSMITTING ALPHANUMERIC MES- 
SAGES TO PAGERS; TELEPHONE SYSTEM PAGING PERIPH- 
ERALS, NAMELY. BASE, STATIONS AND PAGERS; TELE- 
PHONE SWITCHES FEATURING VOICE MAIL SYSTEMS; COM- 
PUTER HARDWARE AND COMPUTER SOFTWARE FOR INTER- 
FACE BETWEEN TELEPHONE SYSTEMS AND DATA NET- 
WORKS; VOICE PROCESSING COMPUTER SOFTWARE AND 
COMPUTER HARDWARE, NAMELY, VOICE PROCESSING 
BOARDS; COMPUTER SOFTWARE FOR VOICE PROCESSING 
. VOICE MAIL, AUTOMATED ATTENDANT, CALL ROUTING 
AND VOICE MESSAGING; COMPUTER PROGRAMS FOR CALL 
PROCESSING AND NETWORKED VOICE MAIL (U.S. CLS. 21, 
23, 26, 36 AND 38). 


CLASS 35—ADVERTISING AND BUSINESS 

FOR RETAIL SHOPS FEATURING CONSUMER AND BUSI- 
NESS TELEPHONES AND TELEPHONE SYSTEMS; MAIL 
ORDER CATALOG SERVICES FEATURING COMPUTER SOFT- 
WARE (U.S. CLS. 100, 101 AND 102). 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR REPAIR OF TELEPHONES, TELEPHONE SYSTEMS AND 
COMPUTER HARDWARE SYSTEMS (U.S. CLS. 100. 103 AND 
106). 


CLASS 38—COMMUNICATION 


FOR LONG DISTANCE TELEPHONE TELECOMMUNICATION 
SERVICES; TELECOMMUNICATIONS GATEWAY SERVICES 
(U.S. CLS. 100, 101 AND 104). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR TRAINING IN THE USE OF COMPUTER HARDWARE 
AND COMPUTER SOFTWARE (U.S. CLS. 100, 101 AND 107) 
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CLASS 42—MISCELLANEOUS SERVICES 


FOR COMPUTER SOFTWARE DESIGN FOR OTHERS IN THE 
FIELD OF TELECOMMUNICATIONS; TECHNICAL SUPPORT 
SERVICES, NAMELY, ONLINE, TELEPHONE AND IN-PERSON 
TROUBLESHOOTING OF COMPUTER HARDWARE AND COM- 
PUTER SOFTWARE PROBLEMS (U.S. CLS. 100 AND 101). 


SN 75-791,894. ST 
9-3-1999. 


JOHN, MIKE, LITTLETON, CO. FILED 


STADIUM@NET 


CLASS 38—COMMUNICATION 

FOR COMPUTER SERVICES, NAMELY, PROVIDING HIGH 
SPEED TELECOMMUNICATIONS CONNECTIONS FROM 
MAJOR AND MINOR LEAGUE SPORTING VENUES TO ALLOW 
FOR THE TRANSMISSION OF VIDEO, TRANSMISSION OF CLI- 
ENT-BASED VIDEO AND NARROWCAST AND MULTICAST OF 
VIDEO TO THE VENUES, TEAMS, LEAGUES AND AFFILIATE 
RIGHTS HOLDERS (U.S. CLS. 100, 101 AND 104). 


CLASS 39—TRANSPORTATION AND 
STORAGE 


FOR COMPUTER SERVICES, NAMELY, THE ELECTRONIC 
STORAGE OF VIDEO (U.S. CLS. 100 AND 105). 


SN 75-792,102. SYNKRONIX, INC., PLEASANTON, CA. FILED 
9-2-1999. 


LEGACYJ 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER SOFTWARE FOR CREATING OTHER COM- 
PUTER SOFTWARE AND MANUALS AND DOCUMENTATION 
SUPPLIED THEREWITH (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR CUSTOM DESIGN OF COMPUTER SOFTWARE (U.S. 
CLS. 100 AND 101) 


SN 75-793.381. RYDER PUBLIC TRANSPORTATION SERVICES. 
INC., MIAMI, FL. FILED 9-7-1999. 


FIRST TRANSIT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“TRANSIT”, APART FROM THE MARK AS SHOWN. 


CLASS 39—TRANSPORTATION AND 
STORAGE 


FOR MANAGEMENT AND OPERATION OF PUBLIC TRANS- 
PORTATION SERVICES (U.S. CLS. 100 AND 105). 


U.S. PATENT AND TRADEMARK OFFICE 
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CLASS 42—MISCELLANEOUS SERVICES 


FOR CONSULTING SERVICES IN THE FIELD OF PUBLIC 
TRANSPORTATION SERVICES (U.S. CLS. 100 AND 101) 


SN 75-796,265S. 
9-9-1999. 


NUMEREX CORP., ATLANTA, GA. FILED 


CIRCUIT WATCH 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“CIRCUIT”, APART FROM THE MARK AS SHOWN. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR TELECOMMUNICATIONS EQUIPMENT, NAMELY, A 
DEVICE THAT MONITORS CIRCUITS AND PROVIDES TEST- 
ING AND DIAGNOSTIC INFORMATION (U.S. CLS. 21, 23, 26, 
36 AND 38). 


CLASS 38—COMMUNICATION 


FOR TELECOMMUNICATIONS SERVICES, NAMELY, MONI- 
TORING CIRCUITS AND PROVIDING TESTING AND DIAG- 
NOSTIC INFORMATION FOR OWNERS OF TELECOMMUNI- 
CATIONS EQUIPMENT AND SYSTEMS (U.S. CLS. 100, 101 AND 
104). 


SN 75-796,743. INPRISE CORPORATION, SCOTTS VALLEY, CA. 
FILED 9-10-1999. 


DARWINTERTNETTER.COM 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER PROGRAMS, NAMELY, COMPILERS AND 
ASSEMBLERS,; VISUAL DEVELOPMENT SOFTWARE FOR USE 
IN CREATING APPLICATIONS AND OTHER PROGRAMS AND 
FOR DEVELOPING GRAPHICAL USER INTERFACES; E-COM- 
MERCE PROGRAMS IN THE NATURE OF SOFTWARE FOR 
FACILITATING ON-LINE SHOPPING AND BUSINESS TRANS- 
ACTIONS, ORDER FULFILLMENT, CREDIT CARD AND 
CHARGE PROCESSING AND FINANCIAL SERVICES APPLICA- 
TIONS; GLOBAL COMPUTER NETWORK AND WEB-BASED 
COMPUTER PROGRAMS, APPLICATIONS COMPUTER PRO- 
GRAMS AND APPLICATION DEVELOPMENT SOFTWARE FOR 
USE IN DESIGNING, DEVELOPING, WRITING AND IMPLE- 
MENTING USER-SPECIFIC APPLICATIONS AND GENERAL 
PURPOSE APPLICATION PROGRAMS; OBJECT-ORIENTED 
AND CLIENT/SERVER PROGRAMMING DEVELOPMENT SOFT- 
WARE, TOOLS AND UTILITIES; DATABASE, DATABASE 
SERVER AND DATABASE MANAGEMENT SOFTWARE FOR 
GENERAL USE; OBJECT REQUEST BROKER (ORB) PROGRAM 
DEVELOPMENT SOFTWARE, TOOLS AND UTILITIES FOR USE 
IN WRITING AND IMPLEMENTING COMPUTER PROGRAMS 
USING ORB TECHNOLOGY; DEVELOPMENT SOFTWARE, 
TOOLS AND UTILITIES FOR USE IN DESIGNING AND IMPLE- 
MENTING PROGRAMS FOR ACCESS TO AND FOR USE IN 
CONNECTION WITH LOCAL AREA NETWORKS, ENTERPRISE 
NETWORKS, LOCAL COMPUTER NETWORKS, EXTRANETS, 
CORPORATE INFORMATION NETWORKS, WIDE AREA NET- 
WORKS AND GLOBALLY INTERCONNECTED COMPUTER 
NETWORKS LINKED BY COMMON OR DIVERSE PROTOCOLS; 
PROGRAMMING SOFTWARE TOOLS FOR USE IN DEVEL- 
OPING, MAINTAINING, ENHANCING AND OPERATING COM- 
PUTER PROGRAMS AND COMPUTER SYSTEMS; COMPUTER 
UTILITY PROGRAMS, AND USER MANUALS SOLD THERE- 
WITH AS A UNIT (U.S. CLS. 21, 23, 26, 36 AND 38). 
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CLASS 42—MISCELLANEOUS SERVICES 


FOR DESIGN AND DEVELOPMENT OF COMPUTER SOFT- 
WARE FOR OTHERS; PROFESSIONAL AND TECHNICAL CON- 
SULTING SERVICES IN RELATION TO COMPUTERS, COM- 
PUTER SOFTWARE, DATABASES AND DATABASE MANAGE- 
MENT, NETWORKING, PROGRAMMING AND APPLICATION 
DEVELOPMENT, USER INTERFACES, CLIENT/SERVER AND 
REMOTE COMPUTING APPLICATIONS, COMPUTER SYSTEMS 
OPERATIONS TOOLS AND UTILITIES, GLOBAL COMPUTER 
INFORMATION NETWORK, ENTERPRISE, WIDE AREA AND 
LOCAL AREA NETWORK ACCESS, OPERATIONS AND SYS- 
TEMS MANAGEMENT, DEVELOPMENT TOOLS AND UTILI- 
TIES, AND MONITORING, CONTROL AND MANAGEMENT OF 
COMPUTER SYSTEMS; MAINTENANCE AND SUPPORT SERV- 
ICES FOR COMPUTER SOFTWARE, NAMELY TELEPHONE 
CONSULTATION, DEBUGGING COMPUTER SOFTWARE, UP- 
DATING COMPUTER SOFTWARE, PROVIDING ELECTRONIC 
AND ON-LINE BULLETIN BOARDS AND REFERENCE INFOR- 
MATION, AND WEB SITES, ALL IN THE FIELDS OF COM- 
PUTERS, COMPUTER SOFTWARE AND COMPUTER SYSTEMS: 
COMPUTER SYSTEMS AND COMPUTER SOFTWARE DEVEL- 
OPMENT CONSULTING SERVICES (U.S. CLS. 100 AND 101) 


SN 75-796.802. MONTALT, CHRISTOPHE, WHITE PLAINS, NY. 
FILED 9-10-1999. 


ANIMAL 
PERSPECTIVE 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FRANCE APPLI- 
CATION NO. 99/780237, FILED 3-11-1999, REG. NO. 99/780237, 
DATED 3-11-1999, EXPIRES 3-11-2009. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*““ANIMAL”’, APART FROM THE MARK AS SHOWN. 

THE MARK CONSISTS OF TWO ELEMENTS; 1) A GRAPHIC 
ILLUSTRATION OF A HAND THE SHADOW OF WHICH REP- 
RESENTS A SILHOUETTE OF A DOG’S UPPER BODY PROFILE; 
2) A SUB-TITLE; ANIMAL PERSPECTIVE. 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR LAUNDRY DETERGENT AND LAUNDRY STARCH; ALL 
PURPOSE CLEANING PREPARATIONS, FLOOR AND FUR- 
NITURE POLISH, SCOURING POWDERS AND SKIN ABRASIVE 
PREPARATIONS; SKIN SOAPS; PERFUME; ESSENTIAL OILS 
FOR PERSONAL USE; COSMETICS, NAMELY, LIPSTICK, 
EYESHADOW AND MASCARA; HAIR LOTIONS; DENTIFRICES 
(U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


OFFICIAL GAZETTE 


FEB 20, 2001 


CLASS 5—PHARMACEUTICALS 


FOR PAIN RELIEF MEDICATIONS FOR HUMANS AND ANI- 
MALS; SANITARY PREPARATIONS, NAMELY ALL PURPOSE 
DISINFECTANTS; DIETETIC SUBSTANCES, NAMELY, FOOD 
FOR MEDICALLY RESTRICTED DIETS; MEDICAL PLASTERS;: 
DENTAL IMPRESSION MATERIALS; FUNGICIDES AND HERBI- 
CIDES BOTH FOR AGRICULTURAL AND DOMESTIC USE (U.S. 
CLS. 6, 18, 44, 46, 51 AND 52). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR CREPE PAPER FOR MEDICAL AND SANITARY USE; 
CORRUGATED PAPER, CARDBOARD; PRINTED MATTER, 
NAMELY NEWSPAPERS FOR GENERAL CIRCULATION AND 
MAGAZINES IN THE FIELD OF ANIMAL WELFARE, INSTRUC- 
TIONAL AND TEACHING MATERIALS FOR THE UNDER- 
STANDING OF THE RELATIONSHIP BETWEEN HUMAN DIG- 
NITY AND THE CONDITION OF ANIMALS; BOOKBINDING 
MATERIAL, NAMELY, TAPE, WIRE AND CLOTH FOR BOOK- 
BINDING; UNMOUNTED AND MOUNTED PHOTOGRAPHS 
STATIONERY, ADHESIVE TAPES FOR STATIONERY OR 
HOUSEHOLD PURPOSES; ARTISTS MATERIALS, NAMELY, 
PENCILS, PENS AND BRUSHES; OFFICE REQUISITES, NAME- 
LY, STAPLES. RUBBER BANDS AND CORRECTING FLUID 
FOR TYPE (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR FOOD, NAMELY, MEAT, FISH, POULTRY AND GAME; 
MEAT EXTRACTS; PRESERVED, DRIED AND COOKED FRUITS 
AND VEGETABLES; JELLIES, JAMS, FRUIT SAUCES; EGGS, 
MILK; EDIBLE OILS AND EDIBLE FATS (U.S. CL. 46). 


CLASS 35—ADVERTISING AND BUSINESS 


FOR DIRECT MAIL ADVERTISING FOR OTHERS; BUSINESS 
MANAGEMENT; BUSINESS ADMINISTRATION IN THE NA- 
TURE OF PLANNING, CONSULTING AND SUPERVISING, CON- 
DUCTING TRADE SHOW EXHIBITS IN THE FIELD OF ANIMAL 
WELFARE (U.S. CLS. 100, 101 AND 102). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL SERVICES, NAMELY, CONDUCTING 
WORKSHOPS AND SEMINARS IN THE FIELD OF ANIMAL 
WELFARE AND RIGHTS; TRAINING IN THE USE AND OPER- 
ATION OF ANIMALS; ENTERTAINMENT SERVICES; NAMELY, 
ORGANIZING SPORTING AND CULTURAL ACTIVITIES FOR 
THE COMMUNITY; BOOK PUBLICATION; OBEDIENCE 
SCHOOL TRAINING FOR ANIMAL AND DOG SHOWS, MO- 
TION PICTURE FILM PRODUCTION; ENTERTAINMENT IN THE 
NATURE OF COMPETITIONS WITH ANIMAL PARTICIPANTS; 
ORGANIZING AND CONDUCTING EDUCATIONAL CON- 
FERENCES (U.S. CLS. 100, 101 AND 107). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR NEWS AGENCIES NAMELY, GATHERING AND DIS- 
SEMINATION OF NEWS; VETERINARY SERVICES; AGRICUL- 
TURAL ADVICE, INFORMATION IN THE FIELD OF ANIMAL 
ASSISTANCE; SCIENTIFIC RESEARCH, LEGAL SERVICES AND 
LANGUAGE TRANSLATION SERVICES (U.S. CLS. 100 AND 
101). 


SN 75-796,867. CRICINFO LIMITED, LONDON, ENGLAND, 
FILED 9-10-1999. 


CRICINFO 


PRIORITY CLAIMED UNDER SEC. 44(D) ON UNITED KING- 
DOM APPLICATION NO. 2203842, FILED 7-23-1999, REG. NO. 
2203842, DATED 1-7-2000, EXPIRES 7-23-2009. 
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CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR BASED ON 44(E) PRINTED MATTER AND PUBLICA- 
TIONS, NAMELY BOOKS. MAGAZINES, CALENDARS AND 
NEWSLETTERS, ALL PERTAINING TO THE SPORT OF CRICK- 
ET; MOUNTED AND UNMOUNTED PHOTOGRAPHS; STA- 
TIONERY; ALMANACS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50) 


CLASS 25—CLOTHING 


FOR BASED ON 44(E) CLOTHING, NAMELY, T-SHIRTS, 
SWEATSHIRTS, SHORTS, JOGGING SUITS, SWEAT PANTS, 
JACKETS: FOOTWEAR, HEADWEAR, TIES; GLOVES (U.S. CLS. 
22 AND 39). 


CLASS 28—TOYS AND SPORTING GOODS 


FOR BASED ON 44(E) GAMES AND PLAYTHINGS, NAMELY 
CRICKET BALLS, CRICKET BATS, CRICKET BAT COVERS, 
CRICKET PADS, BOARD GAMES, TOY ACTION FIGURES, 
HAND-HELD UNITS FOR PLAYING, ELECTRONIC GAMES; 
JIGSAW PUZZLES (U.S. CLS. 22, 23, 38 AND 50). 


CLASS 35—ADVERTISING AND BUSINESS 


FOR BASED ON USE IN COMMERCE ONLINE RETAIL 
STORE SERVICES FEATURING BOOKS, APPAREL, ART, DESK 
ORNAMENTS, SPORTS EQUIPMENT, MULTIMEDIA PRODUCTS 
(U.S. CLS. 100, 101 AND 102). 

FIRST USE 3-0-1993, IN COMMERCE 6-0-1996. 


CLASS 38—COMMUNICATION 


FOR BASED ON 44(E) BROADCAST OF TELEVISION PRO- 
GRAMS BY SATELLITE, CABLE TELEVISION, AND TERRES- 
TRIAL TELEVISION; RADIO BROADCASTING (U.S. CLS. 100, 
101 AND 104). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR BASED ON 44(E) PROVIDING ONLINE INFORMATION 
AND STATISTICAL INFORMATION REGARDING THE SPORT 
OF CRICKET; PROVIDING INFORMATION ON THE SPORT OF 
CRICKET OVER A GLOBAL COMPUTER NETWORK; TELE- 
VISION ENTERTAINMENT SERVICES, NAMELY, A CON- 
TINUING SPORTS SHOW, PRODUCTION OF RADIO AND TEL- 
EVISION PROGRAMS RELATING TO SPORT AND ENTERTAIN- 
MENT; ELECTRONIC PUBLISHING SERVICES, NAMELY, PUB- 
LICATION OF TEXT AND GRAPHIC WORKS OF OTHERS ON 
CD-ROMS FEATURING THE SPORT OF CRICKET (U.S. CLS. 
100, 101 AND 107). 


CLASS 42—MISCELLANEOUS SERVICES 

FOR PROVIDING ONLINE PUBLICATIONS, NAMELY, 
CRICKET MAGAZINES, NEWSLETTERS AND ARTICLES RE- 
LATING TO CRICKET (U.S. CLS. 100 AND 101). 


SN 75-797,179. ARTISANS & ESTATES, LLC, SANTA ROSA, 
CA. FILED 9-13-1999. 


ARTISAN CELLARS 


OWNER OF U.S. REG. NO. 2,047,153. 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**CELLARS"’, APART FROM THE MARK AS SHOWN. 


U.S. PATENT AND TRADEMARK OFFICE 
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CLASS 35—ADVERTISING AND BUSINESS 


FOR COMPUTERIZED ON-LINE RETAIL SERVICES IN THE 
FIELD OF WINES, WINE ACCESSORIES, PREPARED FOOD 
PRODUCTS AND BOOKS; ON-LINE AUCTION SERVICES (U.S. 
CLS. 100, 101 AND 102). 


CLASS 39—TRANSPORTATION AND 
STORAGE 


FOR WINE STORAGE AND CELLARING SERVICES (U.S. 
CLS. 100 AND 105). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR INFORMATION SERVICES, NAMELY, PROVIDING AN 
ON-LINE COMPUTER DATABASES IN THE FIELD WINE, THE 
WINE INDUSTRY AND WINE-RELATED SUBJECT MATTER 
(U.S. CLS. 100 AND 101). 


SN 75-797,837. KORD GIFTS MANUFACTORY LIMITED, NEW 
TERRITORIES, HONG KONG, FILED 9-13-1999. 


THE STIPPLING IS FOR SHADING PURPOSES AND DOES 
NOT INDICATE COLOR NOR A FEATURE OF THE MARK. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PAPER PARTY DECORATIONS, NAMELY, HANGING 
DECORATIONS, TABLE DECORATIONS, BANNERS, GAR- 
LANDS, HONEYCOMB DECORATIONS, CUTOUTS, LANTERNS, 
CONFETTI PARTY TISSUE BALLS; PAPER AND PLASTIC 
BAGS; PAPER BAGS CONSISTING OF HOLIDAY THEMES: 
PAPER BIBS; CARDBOARD BOXES; PAPER TABLE CLOTHS; 
CARDBOARD CAKE BOXES; INVITATION CARDS; THANK 
YOU CARDS; PAPER BOXES FOR FOOD STORAGE; ENVE- 
LOPES; PAPER PARTY HATS; AND PAPER PARTY VISORS 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


CLASS 21—HOUSEWARES AND GLASS 

FOR PAPER CUPS, PAPER BOWLS, PAPER PLATES, DISPOS- 
ABLE CUPS, DISPOSABLE BOWLS, DISPOSABLE PLATES, 
AND CONTAINERS FOR FOOD (U.S. CLS. 2, 13, 23, 29, 30, 
33, 40 AND 50). 
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CLASS 28—TOYS AND SPORTING GOODS 


FOR PARTY FAVORS IN THE NATURE OF SMALL TOYS: 
PARTY TOYS, NAMELY. PARTY TIARAS, TOY HORNS, TOY 
TRUMPETS, BLOWOUTS WITH WHISTLES, WHISTLES, PARTY 
NOISEMAKING TOYS. BALLOONS, BALLOON SQUAWKERS, 
PUMPS FOR BALLOONS, STICKS FOR BALLOONS, BLOW- 
OUTS TOY GUNS, CHINESE YO YOS, TAMBOURINES, RATCH- 
ETS, MARACAS, CLICKERS, FACE MASKS, EYE MASKS, 
CLOWN NOSES, JOKE VEST AND TIES, DISGUISE MOUS- 
TACHES, EYE PATCHES, TOY HAMMERS, TOY SERPENTINES, 
TOY POM POMS, TOY LEIS; HOLIDAY TREE DECORATIONS, 
AND HOLIDAY GARLANDS (U.S. CLS. 22, 23, 38 AND 50) 


SN 75-798,542. BMC SOFTWARE, INC., HOUSTON, TX. FILED 
9-9-1999 


RESOLVE 


OWNER OF U.S. REG. NO. 1,080,263 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER SOFTWARE AND PROGRAMS FOR MAN- 
AGING COMPUTER SYSTEMS, DATABASES AND APPLICA- 
TIONS, NAMELY PROVIDING DATA MANAGEMENT, APPLI- 
CATION MANAGEMENT, STORAGE AND PERFORMANCE OP- 
TIMIZATION AND RECOVERY OF MAINFRAME AND DIS- 
TRIBUTED SYSTEMS COMPUTERS AND THE DATABASE AND 
BUSINESS APPLICATIONS, PROGRAMS, AND SYSTEMS THAT 
OPERATE THEREIN (U.S. CLS. 21, 23, 26, 36 AND 38) 


CLASS 42—MISCELLANEOUS SERVICES 


FOR SUPPORT AND CONSULTATION SERVICES FOR MAN- 
AGING COMPUTER SYSTEMS, DATABASES AND APPLICA- 
TIONS, NAMELY PROVIDING DATA MANAGEMENT, APPLI- 
CATION MANAGEMENT, STORAGE AND PERFORMANCE OP- 
TIMIZATION AND RECOVERY OF MAINFRAME AND DIS- 
TRIBUTED SYSTEMS COMPUTERS AND THE DATABASE AND 
BUSINESS APPLICATIONS, PROGRAMS, AND SYSTEMS THAT 
OPERATE THEREIN (U.S. CLS. 100 AND 101). 


GAZETTE 
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SN 75-799,319. KORD GIFTS MANUFACTORY LIMITED, LOT 
192 TUEN MUN, NEW TERRITORIES, HONG KONG, FILED 
9-13-1999. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PAPER PARTY DECORATIONS, NAMELY, HANGING 
DECORATIONS, TABLE DECORATIONS, BANNERS, GAR- 
LANDS, HONEYCOMB DECORATIONS, CUTOUTS, LANTERNS, 
CONFETTI PARTY TISSUE BALLS; PAPER AND PLASTIC 
BAGS; PAPER BAGS CONSISTING OF HOLIDAY THEMES; 
PAPER BIBS; CARDBOARD BOXES: PAPER TABLE CLOTHS; 
CARDBOARD CAKE BOXES; INVITATION CARDS, THANK 
YOU CARDS; PAPER BOXES FOR FOOD STORAGE; ENVE- 
LOPES; PAPER PARTY HATS; AND PAPER PARTY VISORS 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


CLASS 21—HOUSEWARES AND GLASS 


FOR PAPER CUPS, PAPER BOWLS, PAPER PLATES, DISPOS- 
ABLE CUPS; DISPOSABLE BOWLS, DISPOSABLE PLATES, 
AND CONTAINERS FOR FOOD (U.S. CLS. 2, 13, 23, 29, 30, 
33, 40 AND 50). 


CLASS 28—TOYS AND SPORTING GOODS 


FOR PARTY FAVORS IN THE NATURE OF SMALL TOYS, 
NAMELY, PARTY TIARAS, TOY HORNS, TOY TRUMPETS, 
BLOWOUTS WITH WHISTLES, WHISTLES, PARTY 
NOISEMAKING TOYS, BALLOONS, BALLOON SQUAWKERS, 
PUMPS FOR BALLOONS, STICKS FOR BALLOONS. BLOW- 
OUTS TOY GUNS, CHINESE YO YOS, TAMBOURINES, RATCH- 
ETS, MARACAS, CLICKERS, FACE MASKS, EYE MASKS, 
CLOWN NOSES, JOKE VEST AND TIES, DISGUISE MOUS- 
TACHES, EYE PATCHES, TOY HAMMERS, TOY SERPENTINES, 
TOY POM POMS, TOY LEIS; HOLIDAY TREE DECORATIONS, 
AND HOLIDAY GARLANDS (U.S. CLS. 22, 23, 38 AND 50) 


SN 75-800,730. LIBERTY ENTERPRISES, INC.. MOUNDS VIEW, 
MN. FILED 9-15-1999. 


LIBERTY PROFESSORS 


OWNER OF U.S. REG. NOS. 1,825,457, 2,108,327 AND OTH- 
ERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**PROFESSORS”’, APART FROM THE MARK AS SHOWN. 
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CLASS 35—ADVERTISING AND BUSINESS 

FOR BUSINESS MARKETING CONSULTING SERVICES PRO- 
VIDED TO CREDIT UNIONS FOR THE PURPOSE OF INCREAS- 
ING MEMBERSHIP AND PROFITABILITY (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 11-0-1996; IN COMMERCE 11-0-1996. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR EDUCATIONAL SERVICES, NAMELY, CONDUCTING 
SEMINARS FOR CREDIT UNIONS IN THE FINANCIAL SERV- 
ICES FIELD (U.S. CLS. 100, 101 AND 107). 

FIRST USE 110-1996; IN COMMERCE 11-0-1996. 


SN 75-802,223. OPERA SOFTWARE AS., N-0175 OSLO, NOR- 
WAY, FILED 9-20-1999 


OPERA 


CLASS 35—ADVERTISING AND BUSINESS 


FOR LICENSING OF SOFTWARE (U.S. CLS. 100, 101 AND 
102). 


CLASS 42—MISCELLANEOUS SERVICES 

FOR COMPUTER CONSULTATION AND THE PROVISION OF 
TECHNICAL ASSISTANCE IN THE FIELD OF BROWSER SOFT- 
WARE, COMPONENTS AND ACCESSORIES; CUSTOM COM- 
PUTER PROGRAMMING SERVICES (U.S. CLS. 100 AND 101). 


SN 75-802.979. 365BIZ.COM LP, PLANO, TX. FILED 9-16-1999 


CLASS 38—COMMUNICATION 


FOR PROVIDING MULTIPLE-USER ACCESS TO A GLOBAL 
COMPUTER INFORMATION NETWORK AND ELECTRONIC 
MAIL SERVICES (U.S. CLS. 100, 101 AND 104). 
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CLASS 42—MISCELLANEOUS SERVICES 


FOR PROVIDING A BUSINESS DIRECTORY VIA A GLOBAL 
COMPUTER NETWORK; AND DESIGNING, IMPLEMENTING 
AND HOSTING THE WEB SITES OF OTHERS ON A COMPUTER 
SERVER FOR A GLOBAL COMPUTER NETWORK (U.S. CLS. 
100 AND 101). 


SN 75-803,840. CRYSTAL ROCK SPRING WATER CO., DBA 
CRYSTAL ROCK WATER COMPANY, WATERTOWN, CT 
FILED 9-20-1999. 


CRYSTAL ROCK 


OWNER OF U.S. REG. NO. 2,205,900. 


CLASS 32—LIGHT BEVERAGES 

FOR BOTTLED DRINKING WATER (U.S. CLS. 45, 46 AND 
48). 
FIRST USE 0-0-1914; IN COMMERCE 0-0-1914. 


CLASS 35—ADVERTISING AND BUSINESS 

FOR RETAIL STORE SERVICES AND COMPUTERIZED ON- 
LINE RETAIL SERVICES IN THE FIELD OF BOTTLED DRINK- 
ING WATER, COFFEE, TEAS, CARBONATED AND NON-CAR- 
BONATED DRINKS, HOT AND COLD BEVERAGE CUPS, AND 
SNACKS; WHOLESALE DISTRIBUTORSHIP FEATURING BOT- 
TLED DRINKING WATER, COFFEE, TEAS, CARBONATED AND 
NON-CARBONATED DRINKS, HOT AND COLD BEVERAGE 
CUPS, AND SNACKS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 0-0-1914; IN COMMERCE 0-0-1914. 


CLASS 39—TRANSPORTATION AND 
STORAGE 

FOR DELIVERY OF BOTTLED DRINKING WATER, COFFEE, 
TEA, CARBONATED AND NON-CARBONATED DRINKS, HOT 
AND COLD BEVERAGE CUPS, AND SNACKS (U.S. CLS. 100 
AND 105). 

FIRST USE 0-0-1914; IN COMMERCE 0-0-1914 


SN 75-804,025. I-PIPE, INC., RICHMOND, VA. FILED 9-22-1999 


TOONVILLE 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR PROVIDING A WEBSITE FEATURING CARTOONS (U.S 
CLS. 100, 101 AND 107). 

FIRST USE 7-26-1996; IN COMMERCE 7-26-1996 


CLASS 42—MISCELLANEOUS SERVICES 

FOR PROVIDING A WEBSITE FEATURING POLITICAL COM- 
MENTARY (U.S. CLS. 100 AND 101). 

FIRST USE 7-26-1996; IN COMMERCE 7-26-1996. 








T™ 44 OFFICIAL 


SN _ 75-806,342. CRUISE LINE HOLDINGS CO., MIAMI, FL. BY 
ASSIGNMENT MIAMI CRUISELINE SERVICES HOLDINGS I 
B.V., BOSTON, MA. FILED 9-23-1999 


STARBOARD CRUISE 
SERVICES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“CRUISE SERVICES”, APART FROM THE MARK AS SHOWN 


CLASS 35—ADVERTISING AND BUSINESS 


FOR CRUISE LINE AND TRAVEL ORIENTED BUSINESS 
MANAGEMENT, NAMELY, OPERATING LAND-BASED DUTY- 
FREE RETAIL SHOPS IN AIRPORTS AND ON-BOARD DUTY- 
FREE RETAIL SHOPS ON BEHALF OF CRUISE LINES AND 
OTHER TRAVEL-RELATED ENTITIES; ORGANIZING ON- 
BOARD ART AUCTIONS ON BEHALF OF CRUISE LINES; 
WHOLESALE DISTRIBUTORSHIPS FEATURING DUTY-FREE 
GOODS FOR CRUISE LINES AND CATERING COMPANIES 
SERVING CRUISE LINES; GENERAL BUSINESS CONSULTA- 
TION FOR THE TRAVEL INDUSTRY (U.S. CLS. 100, 101 AND 
102) 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR ORGANIZING PORT LECTURES ON BEHALF OF 
CRUISE LINES IN THE FIELD OF TOUR, TRAVEL AND LAND- 
BASED PORT SHOPPING (U.S. CLS. 100, 101 AND 107). 


SN 75-806,343. CRUISE LINE HOLDINGS CO., MIAMI, FL. BY 
ASSIGNMENT MIAMI CRUISELINE SERVICES HOLDINGS | 
B.V., BOSTON, MA. FILED 9-23-1999 


larboarl BS 


CRUISE SERVICES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“CRUISE SERVICES”*. APART FROM THE MARK AS SHOWN 


CLASS 35—ADVERTISING AND BUSINESS 


FOR CRUISE LINE AND TRAVEL ORIENTED BUSINESS 
MANAGEMENT, NAMELY, OPERATING LAND-BASED DUTY- 
FREE RETAIL SHOPS IN AIRPORTS AND ON-BOARD DUTY- 
FREE RETAIL SHOPS ON BEHALF OF CRUISE LINES AND 
OTHER TRAVEL-RELATED ENTITIES; ORGANIZING ON- 
BOARD ART AUCTIONS ON BEHALF OF CRUISE LINES; 
WHOLESALE DISTRIBUTORSHIPS FEATURING DUTY-FREE 
GOODS FOR CRUISE LINES AND CATERING COMPANIES 
SERVING CRUISE LINES: GENERAL BUSINESS CONSULTA- 
TION FOR THE TRAVEL INDUSTRY (U.S. CLS. 100, 101 AND 
102) 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR ORGANIZING PORT LECTURES ON BEHALF OF 
CRUISE LINES IN THE FIELD OF TOUR, TRAVEL AND LAND- 
BASED PORT SHOPPING (U.S. CLS. 100. 101 AND 107) 


GAZETTE FEB 20, 2001 


SN 75-806,372. OTIH, OTIS ONYEKACHI, 
FILED 9-23-1999 


HERNDON, VA. 


NIGHTTRADE 


CLASS 35—ADVERTISING AND BUSINESS 

FOR PROVIDING TRADE INFORMATION AND FOREIGN 
TRADE INFORMATION AND CONSULTATION (U.S. CLS. 100, 
101 AND 102). 


CLASS 36—INSURANCE AND FINANCIAL 


FOR PROVIDING FINANCIAL INFORMATION IN THE NA- 
TURE OF RATES OF EXCHANGE AND FINANCIAL SERVICES 
NAMELY FINANCIAL INVESTMENT IN THE FIELD OF SECU- 
RITIES; FINANCIAL MANAGEMENT; FINANCIAL PLANNING 
AND FINANCIAL PORTFOLIO MANAGEMENT (U.S. CLS. 100, 
101 AND 102) 


SN 75-806.498. KEMPER DEVELOPMENT COMPANY, BELLE- 
VUE, WA. FILED 9-23-1999. 


CLASS 36—INSURANCE AND FINANCIAL 


FOR LEASING OF REAL ESTATE; REAL ESTATE MANAGE- 
MENT (U.S. CLS. 100, 101 AND 102). 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR REAL ESTATE DEVELOPMENT (U.S. CLS. 100, 103 AND 
106). 


SN 75-809,102. MLP FINANZDIENSTLEISTUNGEN AG, 
REP GERMANY, FILED 9-24-1999 


FED 


AIRBAG INVESTMENT 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FED REP GER- 
MANY APPLICATION NO. 39918250.0, FILED 3-29-1999, REG. 
NO. 39918250. DATED 6-17-1999, EXPIRES 3-31-2009. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**INVESTMENT"’. APART FROM THE MARK AS SHOWN. 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER SOFTWARE FOR USE IN DATABASE MAN- 
AGEMENT, COMPUTER SOFTWARE FOR WORD PROCESSING, 
COMPUTER SOFTWARE FOR USE AS A SPREADSHEET, ELEC- 
TRONIC DATABASES RECORDED ON COMPUTER MEDIA, 
ALL IN THE FIELDS OF BUSINESS MANAGEMENT, ORGANI- 
ZATION MANAGEMENT, PERSONNEL MANAGEMENT, GEN- 
ERAL MANAGEMENT, ADVERTISING AND MARKETING, PUB- 
LIC RELATIONS, PERSONNEL PLACEMENT AND RECRUIT- 
ING, INSURANCE ADMINISTRATION, INSURANCE UNDER- 
WRITING, INSURANCE BROKERAGE, INSURANCE CON- 
SULTING, INSURANCE AGENCIES, INSURANCE APPRAISALS, 
INSURANCE CLAIMS ADJUSTMENT, INSURANCE CLAIMS 
ADMINISTRATION, INSURANCE CLAIMS PROCESSING, IN- 
SURANCE ACTUARIAL SERVICES, FINANCIAL MANAGE- 
MENT, FINANCIAL PLANNING, FINANCIAL ANALYSIS AND 
CONSULTING, FINANCING, INVESTMENT FUNDS, INVEST- 
MENT FUNDS CONSULTING AND MANAGEMENT, INVEST- 
MENT MANAGEMENT, INVESTMENT PLANNING, INVEST- 
MENT BROKERAGE, ESTATE TRUST MANAGEMENT, AND 
ESTATE PLANNING; INTERACTIVE MULTIMEDIA COMPUTER 
PROGRAMS FOR MANAGING DATABASES, WORD PROC- 
ESSING, USE AS A SPREADSHEET, EDUCATIONAL TRAINING, 
CONDUCTING RESEARCH, DATA WAREHOUSING, PER- 
FORMING ELECTRONIC BUSINESS TRANSACTIONS SOFT- 
WARE DEVELOPMENT, AND COMMUNICATIONS SOFTWARE 
FOR CONNECTING COMPUTER NETWORK USERS AND CON- 
NECTING GLOBAL AND NON-GLOBAL COMPUTER NET- 
WORKS, ALL IN THE FIELDS OF BUSINESS MANAGEMENT, 
ORGANIZATION MANAGEMENT, PERSONNEL MANAGE- 
MENT, GENERAL MANAGEMENT, ADVERTISING AND MAR- 
KETING, PUBLIC RELATIONS, PERSONNEL PLACEMENT AND 
RECRUITING, INSURANCE ADMINISTRATION, INSURANCE 
UNDERWRITING, INSURANCE BROKERAGE, INSURANCE 
CONSULTING, INSURANCE AGENCIES, INSURANCE APPRAIS- 
ALS. INSURANCE CLAIMS ADJUSTMENT, INSURANCE 
CLAIMS ADMINISTRATION, INSURANCE CLAIMS PROC- 
ESSING, INSURANCE ACTUARIAL SERVICES, FINANCIAL 
MANAGEMENT, FINANCIAL PLANNING, FINANCIAL ANAL- 
YSIS AND CONSULTING, FINANCING, INVESTMENT FUNDS, 
INVESTMENT FUNDS CONSULTING AND MANAGEMENT, IN- 
VESTMENT MANAGEMENT, INVESTMENT PLANNING, IN- 
VESTMENT BROKERAGE, ESTATE TRUST MANAGEMENT, 
AND ESTATE PLANNING, EDUCATIONAL SOFTWARE FEA- 
TURING INSTRUCTION IN MANAGING DATABASES, WORD 
PROCESSING, SPREADSHEET USAGE, CONDUCTING  RE- 
SEARCH, DATA WAREHOUSING, PERFORMING ELECTRONIC 
BUSINESS TRANSACTIONS, SOFTWARE DEVELOPMENT, AND 
COMPUTER NETWORKING, ALL IN THE FIELDS OF BUSINESS 
MANAGEMENT, ORGANIZATION MANAGEMENT,  PER- 
SONNEL MANAGEMENT, GENERAL MANAGEMENT, ADVER- 
TISING AND MARKETING, PUBLIC RELATIONS, PERSONNEL 
PLACEMENT AND RECRUITING, INSURANCE ADMINISTRA- 
TION, INSURANCE UNDERWRITING, INSURANCE BROKER- 
AGE, INSURANCE CONSULTING, INSURANCE AGENCIES, IN- 
SURANCE APPRAISALS, INSURANCE CLAIMS ADJUSTMENT, 
INSURANCE CLAIMS ADMINISTRATION, INSURANCE CLA 
IMS PROCESSING. INSURANCE ACTUARIAL SERVICES, FI- 
NANCIAL MANAGEMENT, FINANCIAL PLANNING, FINAN- 
CIAL ANALYSIS AND CONSULTING, FINANCING. INVEST- 
MENT FUNDS, INVESTMENT FUNDS CONSULTING AND 
MANAGEMENT, INVESTMENT MANAGEMENT, INVESTMENT 
PLANNING, INVESTMENT BROKERAGE, ESTATE TRUST 
MANAGEMENT, AND ESTATE PLANNING: COMPUTER 
SEARCH ENGINE SOFTWARE; COMPUTER SOFTWARE TO 
AUTOMATE DATA WAREHOUSING; COMPUTER E-COM- 
MERCE SOFTWARE TO ALLOW USERS TO PERFORM ELEC- 
TRONIC BUSINESS TRANSACTIONS VIA GLOBAL AND NON- 
GLOBAL COMPUTER NETWORKS: COMPUTER SOFTWARE 
DEVELOPMENT TOOLS; COMMUNICATIONS SOFTWARE FOR 
CONNECTING COMPUTER NETWORK USERS AND CON- 
NECTING GLOBAL AND NON-GLOBAL COMPUTER NET- 
WORKS (U.S. CLS. 21, 23, 26, 36 AND 38). 
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CLASS 35—ADVERTISING AND BUSINESS 


FOR CONSULTING IN BUSINESS MANAGEMENT, ORGANI- 
ZATION MANAGEMENT, PERSONNEL MANAGEMENT AND IN 
ISSUES OF GENERAL MANAGEMENT, DRAFTING OF BUSI- 
NESS REPORTS; BUSINESS MARKETING CONSULTING SERV- 
ICES; COOPERATIVE ADVERTISING AND MARKETING; MAR- 
KET RESEARCH; OPINION POLLING FOR BUSINESS OR AD- 
VERTISING PURPOSES; PUBLIC RELATIONS; PROVIDING 
STATISTICAL INFORMATION, PERSONNEL AND JOB PLACE- 
MENT AGENCY; AND PERSONNEL PLACEMENT AND RE- 
CRUITMENT; COMPUTER SERVICES, NAMELY, PROVIDING 
TO SUBSCRIBERS A DATABASE THROUGH GLOBAL AND 
NON-GLOBAL COMPUTER NETWORKS FEATURING INFOR- 
MATION IN THE FIELDS OF BUSINESS MANAGEMENT, OR- 
GANIZATION MANAGEMENT, PERSONNEL MANAGEMENT, 
GENERAL MANAGEMENT, ADVERTISING AND MARKETING, 
PUBLIC RELATIONS, PERSONNEL PLACEMENT AND RE- 
CRUITING (U.S. CLS. 100, 101 AND 102). 


CLASS 36—INSURANCE AND FINANCIAL 


FOR INSURANCE ADMINISTRATION; UNDERWRITING OF 
HOME INSURANCE, MEDICAL AND HEALTH CARE INSUR- 
ANCE, FIRE INSURANCE, ACCIDENT INSURANCE, AUTO- 
MOBILE INSURANCE, INSURANCE FOR BUSINESSES AND 
OTHER COMMERCIAL ENTITIES, AND LIFE INSURANCE; IN- 
SURANCE BROKERAGE IN THE FIELDS OF HOME INSUR- 
ANCE, MEDICAL AND HEALTH CARE INSURANCE, FIRE IN- 
SURANCE, ACCIDENT INSURANCE, AUTOMOBILE INSUR- 
ANCE, INSURANCE FOR BUSINESSES AND OTHER COMMER- 
CIAL ENTITIES, AND LIFE INSURANCE; INSURANCE CON- 
SULTING; INSURANCE AGENCIES IN THE FIELDS OF HOME 
INSURANCE, MEDICAL AND HEALTH CARE INSURANCE, 
FIRE INSURANCE, ACCIDENT INSURANCE, AUTOMOBILE IN- 
SURANCE, INSURANCE FOR BUSINESSES AND OTHER COM- 
MERCIAL ENTITIES, AND LIFE INSURANCE; APPRAISALS OF 
INSURANCE CLAIMS FOR PERSONAL INJURY, PERSONAL 
PROPERTY AND REAL ESTATE; CLAIMS ADJUSTMENT IN 
THE FIELD OF INSURANCE; INSURANCE CLAIMS ADMINIS- 
TRATION; INSURANCE CLAIMS PROCESSING, INSURANCE 
ACTUARIAL SERVICES; FINANCIAL MANAGEMENT, FINAN- 
CIAL PLANNING; FINANCIAL ANALYSIS AND CONSULTA- 
TION; SAVINGS AND INVESTMENT CONSULTING; FINANC- 
ING; FUND INVESTMENT CONSULTATION; INVESTMENT 
MANAGEMENT FOR FUNDS; INVESTMENT BROKERAGE 
SERVICES FOR FUNDS; INVESTMENT BROKERAGE; FINAN- 
CIAL MANAGEMENT FOR THE FORTUNES OF OTHERS; ES- 
TATE TRUST MANAGEMENT, ESTATE PLANNING, NAMELY, 
PLANNING ESTATE PURCHASES FOR OTHERS AND CON- 
SULTATION IN CONNECTION THEREWITH; COMPUTER 
SERVICES, NAMELY, PROVIDING TO SUBSCRIBERS A DATA- 
BASE THROUGH GLOBAL A ND NON-GLOBAL COMPUTER 
NETWORKS FEATURING INFORMATION IN THE FIELDS OF 
INSURANCE ADMINISTRATION, INSURANCE  UNDER- 
WRITING, INSURANCE BROKERAGE, INSURANCE CON- 
SULTING, INSURANCE AGENCIES, INSURANCE APPRAISALS, 
INSURANCE CLAIMS ADJUSTMENT, INSURANCE CLAIMS 
ADMINISTRATION, INSURANCE CLAIMS PROCESSING, IN- 
SURANCE ACTUARIAL SERVICES, FINANCIAL MANAGE- 
MENT, FINANCIAL PLANNING, FINANCIAL ANALYSIS AND 
CONSULTING, FINANCING, INVESTMENT FUNDS, INVEST- 
MENT FUNDS CONSULTING AND MANAGEMENT, INVEST- 
MENT MANAGEMENT, INVESTMENT PLANNING, INVEST- 
MENT BROKERAGE, ESTATE TRUST MANAGEMENT, AND 
ESTATE PLANNING (U.S. CLS. 100, 101 AND 102). 
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SN 75-809,122. MLP FINANZDIENSTLEISTUNGEN AG, D-69126 
HEIDELBERG, FED REP GERMANY, FILED 9-24-1999 


AIRBAG CARD 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FED REP GER- 
MANY APPLICATION NO. 39918251.9, FILED 3-29-1999, REG. 
NO. 39918251, DATED 6-17-1999, EXPIRES 3-31-2009. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“CARD”, APART FROM THE MARK AS SHOWN. 


OFFICIAL GAZETTE 


FEB 20, 2001 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER SOFTWARE FOR USE IN DATABASE MAN- 
AGEMENT, COMPUTER SOFTWARE FOR WORD PROCESSING, 
COMPUTER SOFTWARE FOR USE AS A SPREADSHEET, ELEC- 
TRONIC DATABASES RECORDED ON COMPUTER MEDIA, 
ALL IN THE FIELDS OF BUSINESS MANAGEMENT, ORGANI- 
ZATION MANAGEMENT, PERSONNEL MANAGEMENT, GEN- 
ERAL MANAGEMENT, ADVERTISING AND MARKETING, PUB- 
LIC RELATIONS, PERSONNEL PLACEMENT AND RECRUIT- 
ING, INSURANCE ADMINISTRATION, INSURANCE UNDER- 
WRITING, INSURANCE BROKERAGE, INSURANCE CON- 
SULTING, INSURANCE AGENCIES, INSURANCE APPRAISALS, 
INSURANCE CLAIMS ADJUSTMENT, INSURANCE CLAIMS 
ADMINISTRATION, INSURANCE CLAIMS PROCESSING, IN- 
SURANCE ACTUARIAL SERVICES, FINANCIAL MANAGE- 
MENT, FINANCIAL PLANNING, FINANCIAL ANALYSIS AND 
CONSULTING, FINANCING, INVESTMENT FUNDS, INVEST- 
MENT FUNDS CONSULTING AND MANAGEMENT, INVEST- 
MENT MANAGEMEN?, INVESTMENT PLANNING, INVEST- 
MENT BROKERAGE, ESTATE TRUST MANAGEMENT, AND 
ESTATE PLANNING, INTERACTIVE MULTIMEDIA COMPUTER 
PROGRAMS FOR MANAGING DATABASES, WORD PROC- 
ESSING, USE AS A SPREADSHEET, EDUCATIONAL TRAINING, 
CONDUCTING RESEARCH, DATA WAREHOUSING, PER- 
FORMING ELECTRONIC BUSINESS TRANSACTIONS, SOFT- 
WARE DEVELOPMENT, AND COMMUNICATIONS SOFTWARE 
FOR CONNECTING COMPUTER NETWORK USERS AND CON- 
NECTING GLOBAL AND NON-GLOBAL COMPUTER NET- 
WORKS, ALL IN THE FIELDS OF BUSINESS MANAGEMENT, 
ORGANIZATION MANAGEMENT, PERSONNEL MANAGE- 
MENT, GENERAL MANAGEMENT, ADVERTISING AND MAR- 
KETING, PUBLIC RELATIONS, PERSONNEL PLACEMENT AND 
RECRUITING, INSURANCE ADMINISTRATION, INSURANCE 
UNDERWRITING, INSURANCE BROKERAGE, INSURANCE 
CONSULTING, INSURANCE AGENCIES, INSURANCE APPRAIS- 
ALS, INSURANCE CLAIMS ADJUSTMENT, INSURANCE 
CLAIMS ADMINISTRATION, INSURANCE CLAIMS PROC- 
ESSING, INSURANCE ACTUARIAL SERVICES, FINANCIAL 
MANAGEMENT, FINANCIAL PLANNING, FINANCIAL ANAL- 
YSIS AND CONSULTING, FINANCING, INVESTMENT FUNDS, 
INVESTMENT FUNDS CONSULTING AND MANAGEMENT, IN- 
VESTMENT MANAGEMENT, INVESTMENT PLANNING, IN- 
VESTMENT BROKERAGE. ESTATE TRUST MANAGEMENT, 
AND ESTATE PLANNING; EDUCATIONAL SOFTWARE FEA- 
TURING INSTRUCTION IN MANAGING DATABASES, WORD 
PROCESSING, SPREADSHEET USAGE, CONDUCTING RE- 
SEARCH, DATA WAREHOUSING, PERFORMING ELECTRONIC 
BUSINESS TRANSACTIONS, SOFTWARE DEVELOPMENT, AND 
COMPUTER NETWORKING, ALL IN THE FIELDS OF BUSINESS 
MANAGEMENT, ORGANIZATION MANAGEMENT, _ PER- 
SONNEL MANAGEMENT, GENERAL MANAGEMENT, ADVER- 
TISING AND MARKETING, PUBLIC RELATIONS, PERSONNEL 
PLACEMENT AND RECRUITING, INSURANCE ADMINISTRA- 
TION, INSURANCE UNDERWRITING, INSURANCE BROKER- 
AGE, INSURANCE CONSULTING, INSURANCE AGENCIES, IN- 
SURANCE APPRAISALS, INSURANCE CLAIMS ADJUSTMENT, 
INSURANCE CLAIMS ADMINISTRATION, INSU RANCE 
CLAIMS PROCESSING, INSURANCE ACTUARIAL SERVICES, 
FINANCIAL MANAGEMENT, FINANCIAL PLANNING, FINAN- 
CIAL ANALYSIS AND CONSULTING, FINANCING, INVEST- 
MENT FUNDS, INVESTMENT FUNDS CONSULTING AND 
MANAGEMENT, INVESTMENT MANAGEMENT, INVESTMENT 
PLANNING, INVESTMENT BROKERAGE, ESTATE TRUST 
MANAGEMENT, AND ESTATE PLANNING; COMPUTER 
SEARCH ENGINE SOFTWARE; COMPUTER SOFTWARE TO 
AUTOMATE DATA WAREHOUSING; COMPUTER E-COM- 
MERCE SOFTWARE TO ALLOW USERS TO PERFORM ELEC- 
TRONIC BUSINESS TRANSACTIONS VIA GLOBAL AND NON- 
GLOBAL COMPUTER NETWORKS; COMPUTER SOFTWARE 
DEVELOPMENT TOOLS; COMMUNICATIONS SOFTWARE FOR 
CONNECTING COMPUTER NETWORK USERS AND CON- 
NECTING GLOBAL AND NON-GLOBAL COMPUTER NET- 
WORKS (U.S. CLS. 21, 23, 26, 36 AND 38). 





FEB 20, 2001 


CLASS 35—ADVERTISING AND BUSINESS 


FOR CONSULTING IN BUSINESS MANAGEMENT, ORGANI- 
ZATION MANAGEMENT, PERSONNEL MANAGEMENT AND IN 
ISSUES OF GENERAL MANAGEMENT, DRAFTING OF BUSI- 
NESS REPORTS; BUSINESS MARKETING CONSULTING SERV- 
ICES; COOPERATIVE ADVERTISING AND MARKETING; MAR- 
KET RESEARCH; OPINION POLLING FOR BUSINESS OR AD- 
VERTISING PURPOSES; PUBLIC RELATIONS; PROVIDING 
STATISTICAL INFORMATION; PERSONNEL AND JOB PLACE- 
MENT AGENCY: AND PERSONNEL PLACEMENT AND RE 
CRUITMENT: COMPUTER SERVICES, NAMELY, PROVIDING 
TO SUBSCRIBERS A DATABASE THROUGH GLOBAL AND 
NON-GLOBAL COMPUTER NETWORKS FEATURING INFOR- 
MATION IN THE FIELDS OF BUSINESS MANAGEMENT, OR- 
GANIZATION MANAGEMENT. PERSONNEL MANAGEMENT, 
GENERAL MANAGEMENT, ADVERTISING AND MARKETING, 
PUBLIC RELATIONS, PERSONNEL PLACEMENT AND RE- 
CRUITING (U.S. CLS. 100, 101 AND 102) 


CLASS 36—INSURANCE AND FINANCIAL 


FOR INSURANCE ADMINISTRATION: UNDERWRITING OF 
HOME INSURANCE, MEDICAL AND HEALTH CARE INSUR- 
ANCE, FIRE INSURANCE, ACCIDENT INSURANCE, AUTO- 
MOBILE INSURANCE, INSURANCE FOR BUSINESSES AND 
OTHER COMMERCIAL ENTITIES, AND LIFE INSURANCE; IN- 
SURANCE BROKERAGE IN THE FIELDS OF HOME INSUR- 
ANCE, MEDICAL AND HEALTH CARE INSURANCE, FIRE IN- 
SURANCE, ACCIDENT INSURANCE, AUTOMOBILE INSUR- 
ANCE, INSURANCE FOR BUSINESSES AND OTHER COMMER- 
CIAL ENTITIES, AND LIFE INSURANCE; INSURANCE CON- 
SULTING; INSURANCE AGENCIES IN THE FIELDS OF HOME 
INSURANCE, MEDICAL AND HEALTH CARE INSURANCE, 
FIRE INSURANCE, ACCIDENT INSURANCE, AUTOMOBILE IN- 
SURANCE, INSURANCE FOR BUSINESSES AND OTHER COM- 
MERCIAL ENTITIES, AND LIFE INSURANCE; APPRAISALS OF 
INSURANCE CLAIMS FOR PERSONAL INJURY, PERSONAL 
PROPERTY AND REAL ESTATE; CLAIMS ADJUSTMENT IN 
THE FIELD OF INSURANCE; INSURANCE CLAIMS ADMINIS- 
TRATION; INSURANCE CLAIMS PROCESSING; INSURANCE 
ACTUARIAL SERVICES; FINANCIAL MANAGEMENT, FINAN- 
CIAL PLANNING; FINANCIAL ANALYSIS AND CONSULTA- 
TION; SAVINGS AND INVESTMENT CONSULTING; FINANC- 
ING; FUND INVESTMENT CONSULTATION; INVESTMENT 
MANAGEMENT FOR FUNDS; INVESTMENT BROKERAGE 
SERVICES FOR FUNDS; INVESTMENT BROKERAGE, FINAN- 
CIAL MANAGEMENT FOR THE FORTUNES OF OTHERS; ES- 
TATE TRUST MANAGEMENT, ESTATE PLANNING, NAMELY, 
PLANNING ESTATE PURCHASES FOR OTHERS AND CON- 
SULTATION IN CONNECTION THEREWITH; COMPUTER 
SERVICES, NAMELY. PROVIDING TO SUBSCRIBERS A DATA- 
BASE THROUGH GLOBAL AND NON-GLOBAL COMPUTER 
NETWORKS FEATURING INFORMATION IN THE FIELDS OF 
INSURANCE ADMINISTRATION, INSURANCE  UNDER- 
WRITING, INSURANCE BROKERAGE, INSURANCE CON- 
SULTING, INSURANCE AGENCIES, INSURANCE APPRAISALS, 
INSURANCE CLAIMS ADJUSTMENT, INSURANCE CLAIMS 
ADMINISTRATION, INSURANCE CLAIMS PROCESSING, IN- 
SURANCE ACTUARIAL SERVICES, FINANCIAL MANAGE- 
MENT, FINANCIAL PLANNING, FINANCIAL ANALYSIS AND 
CONSULTING, FINANCING, INVESTMENT FUNDS, INVEST- 
MENT FUNDS CONSULTING AND MANAGEMENT, INVEST- 
MENT MANAGEMENT, INVESTMENT PLANNING, INVEST- 
MENT BROKERAGE, ESTATE TRUST MANAGEMENT, AND 
ESTATE PLANNING (U.S. CLS. 100, 101 AND 102). 


SN 75-809,464. INTUIT INC., MOUNTAIN VIEW, CA. FILED 
9-27-1999. 


INTUIT IS E-FINANCE 


OWNER OF U.S. REG. NOS. 1,821,148, 1,944,876 AND OTH- 
ERS. 


194-362 TMOG - 01 - 33 : QL3 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER SOFTWARE FOR PERFORMING QUERIES 
AND TRANSACTIONS, AND TRANSMITTING AND RECEIVING 
INFORMATION IN THE FIELDS OF PERSONAL FINANCE, AC- 
COUNTING, ELECTRONIC BILL PAYMENT, INSURANCE, TAX 
PREPARATION AND PLANNING AND _ INVESTMENT, 
DOWNLOADABLE VIA COMPUTER AND COMMUNICATION 
NETWORKS (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 35—ADVERTISING AND BUSINESS 


FOR PROVIDING TAX CONSULTATION SERVICES VIA 
COMPUTER AND COMMUNICATION NETWORKS; PROVIDING 
TAX CONSULTATION INFORMATION VIA COMPUTER AND 
COMMUNICATION NETWORKS (U.S. CLS. 100, 101 AND 102). 


CLASS 36—INSURANCE AND FINANCIAL 

FOR PROVIDING BANKING INFORMATION, BILL PAYMENT 
INFORMATION, INSURANCE INFORMATION, LOAN INFOR- 
MATION, INVESTMENT INFORMATION, FINANCIAL AND 
PORTFOLIO INFORMATION AND FINANCIAL ACCOUNT IN- 
FORMATION VIA COMPUTER AND COMMUNICATION NET- 
WORKS; PROVIDING FINANCIAL MANAGEMENT TOOLS AND 
TRANSACTION EXECUTION AND TRACKING SERVICES VIA 
COMPUTER AND COMMUNICATION NETWORKS; PROVIDING 
BANKING SERVICES, NAMELY, ONLINE BANKING AND 
ELECTRONIC BANK TRANSACTION SERVICES VIA COM- 
PUTER AND COMMUNICATION NETWORKS; PROVIDING 
BILLPAYMENT SERVICES VIA COMPUTER AND COMMU- 
NICATION NETWORKS; PROVIDING INSURANCE BROKER- 
AGE SERVICES, NAMELY, PROVIDING HEALTH, LIFE, AUTO, 
HOME-OWNERS AND RENTERS INSURANCE TO OTHERS VIA 
COMPUTER AND COMMUNICATION NETWORKS; PROVIDING 
TAX BILL- PAYMENT SERVICES VIA COMPUTER AND COM- 
MUNICATION NETWORKS: PROVIDING INVESTMENT SERV- 
ICES, NAMELY, SECURITIES BROKERAGE SERVICES VIA 
COMPUTER AND COMMUNICATION NETWORKS, PROVIDING 
LOANS TO INDIVIDUALS AND SMALL BUSINESS IN THE 
AREA OF HOME MORTGAGES, HOME EQUITY, AUTO LOANS 
AND SMALL BUSINESS LOANS VIA COMPUTER AND COM- 
MUNICATION NETWORKS; PROVIDING ONLINE FINANCIAL 
INFORMATION CONSOLIDATING BANKING, BILL PAYMENT, 
INSURANCE, INVESTMENT, FINANCIAL AND PORTFOLIO IN- 
FORMATION AND FINANCIAL ACCOUNT INFORMATION 
FROM A VARIETY OF SOURCES FOR OTHERS; AND ELEC- 
TRONIC BILL PRESENTMENT FOR OTHERS (U.S. CLS. 100, 
101 AND 102). 


CLASS 42—MISCELLANEOUS SERVICES 

FOR PROVIDING TEMPORARY USE OF ON-LINE NON- 
DOWNLOADABLE COMPUTER SOFTWARE FOR PERFORMING 
QUERIES AND TRANSACTIONS, AND TRANSMITTING AND 
RECEIVING INFORMATION IN THE FIELDS OF PERSONAL 
FINANCE, ACCOUNTING, ELECTRONIC BILL PAYMENT, IN- 
SURANCE, AND INVESTMENT (U.S. CLS. 100 AND 101). 


SN 75-811,216. STOPTHEPRESS, LTD., EAST GREENWICH, RI. 
FILED 9-29-1999. 


STOPTHEPRESS 


CLASS 35—ADVERTISING AND BUSINESS 

FOR PROVIDING CLASSIFIED ADVERTISING SERVICES RE- 
GARDING THE PRINTING AND GRAPHIC ARTS INDUSTRIES 
BY GLOBAL COMPUTER NETWORK (U.S. CLS. 100, 101 AND 
102). 

FIRST USE 2-13-1999; IN COMMERCE 2-13-1999. 
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CLASS 42—MISCELLANEOUS SERVICES 


FOR PROVIDING INFORMATION REGARDING THE PRINT- 
ING AND GRAPHIC ARTS INDUSTRIES BY GLOBAL COM- 
PUTER NETWORK (U.S. CLS. 100 AND 101). 

FIRST USE 2-13-1999, IN COMMERCE 2-13-1999. 


SN 75-811,276. NORWALK FURNITURE CORPORATION, NOR- 
WALK, OH. FILED 9-29-1999. 


YOUR HOME FASHION 
CENTER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**HOME FASHION CENTER”, APART FROM THE MARK AS 
SHOWN. 


CLASS 35—ADVERTISING AND BUSINESS 

FOR RETAIL FURNITURE STORE SERVICES (U.S. CLS. 100, 
101 AND 102). 

FIRST USE 4-0-1999; IN COMMERCE 4-0-1999. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR INTERIOR DECORATING SERVICES (U.S. CLS. 100 AND 
101) 


FIRST USE 4-0-1999: IN COMMERCE 4-0-1999 


SN 75-813,091. CALIFORNIA SOLUTIONS LLC, LOS ANGELES, 
CA. FILED 9-30-1999. 


"eg, 


Pet Aromatics” 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“PET AROMATICS”, APART FROM THE MARK AS SHOWN. 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 

FOR AROMATHERAPY ESSENTIAL OIL SPRAY FOR PETS 
AND PEOPLE; AND AROMATHERAPY NON-MEDICATED 
SHAMPOO WITH ESSENTIAL OILS FOR PETS (U.S. CLS. 1, 
4, 6, 50, 51 AND 52). 

FIRST USE 7-1-1999; IN COMMERCE 9-25-1999. 


CLASS 4—LUBRICANTS AND FUELS 


FOR AROMATHERAPY CANDLES (U.S. CLS. 1, 6 AND 15). 
FIRST USE 7-1-1999; IN COMMERCE 2-23-2000. 


OFFICIAL GAZETTE 


FEB 20, 2001 


SN 75-813,527. RODALE INC., EMMAUS, PA. FILED 10-4-1999. 


BIKEZONE.COM 


CLASS 35—ADVERTISING AND BUSINESS 


FOR ADVERTISING SERVICES, NAMELY, PROVIDING AD- 
VERTISING SPACE VIA AN INTERACTIVE WEB SITE ON A 
MULTI-USER GLOBAL COMPUTER INFORMATION NETWORK 
(U.S. CLS. 100, 101 AND 102). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR INSTRUCTIONAL SERVICES FEATURING BICYCLING; 
BICYCLE RACE AND BICYCLE EVENT INFORMATION SERV- 
ICES (U.S. CLS. 100, 101 AND 107) 


CLASS 42—MISCELLANEOUS SERVICES 

FOR COMPUTER SERVICES, NAMELY, PROVIDING ELEC- 
TRONIC MAGAZINES VIA AN INTERACTIVE WEB SITE ON 
A MULTI-USER GLOBAL COMPUTER INFORMATION NET- 
WORK IN THE FIELDS OF HEALTH, FITNESS, DIET, EXERCISE 
AND LIFESTYLE; INFORMATION SERVICES IN THE FIELDS 
OF HEALTH, FITNESS, DIET, EXERCISE AND LIFESTYLE PRO- 
VIDED ELECTRONICALLY VIA AN INTERACTIVE WEB SITE 
ON A MULTI USER GLOBAL COMPUTER INFORMATION NET- 
WORK (U.S. CLS. 100 AND 101). 


SN 75-813,680. KATHY IRELAND WORLD WIDE LLC, LOS AN- 
GELES, CA. FILED 10-4-1999. 


KATHY IRELAND HOME 
COLLECTION 


OWNER OF U.S. REG. NOS. 1,907,457, 2,203,666 AND OTH- 
ERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“HOME COLLECTION’, APART FROM THE MARK AS 
SHOWN. 

THE NAME ‘“*KATHY IRELAND” IDENTIFIES A LIVING IN- 
DIVIDUAL WHOSE CONSENT IS OF RECORD. 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR ELECTRIC LIGHTING FIXTURES AND LAMPS (US. 
CLS. 13, 21, 23, 31 AND 34). 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR FURNITURE, NAMELY, DINING ROOM, LIVING ROOM, 
KITCHEN, BEDROOM, OCCASIONAL, CASUAL, AND UPHOL- 
STERED FURNITURE; WALL UNITS (U.S. CLS. 2, 13, 22, 25, 
32 AND 50). 


CLASS 24—FABRICS 


FOR TAPESTRIES OF TEXTILES, BED LINEN, FABRICS FOR 
THE MANUFACTURE OF HOME FURNISHINGS, TEXTILE 
WALL COVERINGS AND TABLE LINEN (U.S. CLS. 42 AND 
50). 


CLASS 27—FLOOR COVERINGS 

FOR RUGS, CARPETS, WALL HANGINGS NOT OF TEXTILE, 
WALLPAPER AND MATS, NAMELY, TEXTILE FLOOR MATS 
FOR USE IN THE HOME (USS. CLS. 19, 20, 37, 42 AND 50). 
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SN 75-814.445. MEDIA DESIGN GESELLSCHAFT FUR MULTI- 
MEDIA UND ONLINE-PUBLISHING MBH, D-07549 GERA, 
FED REP GERMANY, FILED 10-4—1999 


SPEEDMAP 


PRIORITY CLAIMED UNDER SEC. 44(D) ON ERPN CMNTY 
TM OFC APPLICATION NO. 001224930, FILED 6-30-1999, REG. 
NO. 39760433, DATED 2-4-1998, EXPIRES 12-31-2007. 

OWNER OF FED REP GERMANY REG. NO. 39760433, DATED 
2-4-1997, EXPIRES 12-31-2007 


CLASS 38—COMMUNICATION 


FOR ELECTRONIC TRANSMISSION OF IMAGES AND DATA 
(U.S. CLS. 100, 101 AND 104). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR PROVIDING AN ON-LINE DATABASE FEATURING GE- 
OGRAPHIC MAPS AND CITY MAPS; COMPUTER SOFTWARE 
DEVELOPMENT FOR OTHERS; INNOVATIVE PRODUCT DE- 
VELOPMENT FOR THIRD PARTIES; AND LEASING OF COM- 
PUTERS (U.S. CLS. 100 AND 101). 


SN 75-815,736. PLANET EARTH RESERVATIONS, SAN DIEGO, 
CA. BY ASSIGNMENT SAN DIEGO HOTEL RESERVATIONS, 
INC.. SAN DIEGO, CA. FILED 10-5-—1999. 


PLANET EARTH 
RESERVATIONS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**RESERVATIONS”’, APART FROM THE MARK AS SHOWN. 


CLASS 39—TRANSPORTATION AND 
STORAGE 
FOR ARRANGING FOR TRAVEL RESERVATIONS VIA A 


CALL CENTER OR GLOBAL COMPUTER NETWORK (U.S. CLS. 
100 AND 105). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR ARRANGING FOR ENTERTAINMENT RESERVATIONS 
VIA A CALL CENTER OR GLOBAL COMPUTER NETWORK 
(U.S. CLS. 100, 101 AND 107). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR ARRANGING FOR HOTEL RESERVATIONS VIA A CALL 
CENTER OR GLOBAL COMPUTER NETWORK (U.S. CLS. 100 
AND 101). 


SN 75-816,399. TURNER. 
10-5—1999. 


TINA, LOS ANGELES, CA. FILED 


TINA TURNER 


THE NAME TINA TURNER IDENTIFIES A LIVING INDI- 
VIDUAL WHOSE CONSENT !S OF RECORD. 


U.S. PATENT AND TRADEMARK OFFICE 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 
FOR SERIES OF SOUND AND VIDEO RECORDINGS FEA- 
TURING MUSIC, MUSICAL PERFORMANCES, AND MUSIC- 
BASED ENTERTAINMENT (U.S. CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 0-0-1978: IN COMMERCE 0-0-1978. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR POSTERS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50) 
FIRST USE 0-0-1985; IN COMMERCE 0-0-1985. 


CLASS 25—CLOTHING 


FOR SHIRTS, JACKETS (U.S. CLS. 22 AND 39). 
FIRST USE 0-0-1985; IN COMMERCE 0-0-1985. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR ENTERTAINMENT SERVICES IN THE NATURE OF LIVE 
MUSICAL PERFORMANCES AND MUSIC- BASED ENTERTAIN- 
MENT (U.S. CLS. 100, 101 AND 107). 

FIRST USE 0-0-1985: IN COMMERCE 0-0-1985. 


SN 75-816,464. HAIN FOOD GROUP, INC., THE, UNIONDALE, 
NY. FILED 10-6-—1999. 


EARTH’S BEST 


OWNER OF U.S. REG. NOS. 
2,289,989. 


1,560,438, 2,064,061 AND 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR MEAT, FISH, POULTRY, AND GAME; MEAT EX- 
TRACTS, FISH EXTRACTS, POULTRY EXTRACTS, AND GAME 
EXTRACTS; PRESERVED, DRIED, COOKED, FROZEN, AND 
OTHERWISE PROCESSED FRUITS AND VEGETABLES JELLIES, 
JAMS; EGGS, CHEESE, MILK AND OTHER DAIRY PRODUCTS, 
EXCLUDING ICE CREAM, ICE MILK AND FROZEN YOGURT; 
SOY-BASED, FOODS AND BEVERAGES USED AS A MILK 
SUBSTITUTE; SOUP-EDIBLE OILS AND FATS; PRESERVES 
AND PICKLES (U.S. CL. 46). 


CLASS 30—STAPLE FOODS 


FOR COFFEE, TEA, COCOA, CHOCOLATE, SUGAR, RICE, 
TAPIOCA, SAGO, COFFEE SUBSTITUTES; FLOUR, AND PREP- 
ARATIONS MADE FROM PROCESSED-CEREALS; NAMELY, 
BREAD CRUMBS, PANCAKE MIXES, BAKING MIXES, AND 
STUFFING MIXES; BREAD. BISCUITS, CRACKERS, CAKES, 
COOKIES, PASTRY, CANDY; FROZEN CONFECTIONS, NAME- 
LY, ICE CREAM: FLAVORED EDIBLE ICES; SHERBETS, 
SORBETS; PUDDINGS; HONEY, TREACLE; YEAST, BAKING 
POWDER; SALT, MUSTARD, PEPPER, VINEGAR, KETCHUP, 
GRAVY SAUCES, SPICES; AND SALAD DRESSING; MAY- 
ONNAISE; MAYONNAISE WITH PICKLES; ICE; BEVERAGES 
BASED ON CHOCOLATE OR COCOA OR COFFEE TEA; SYR- 
UPS AND OTHER PREPARATIONS FOR MAKING BEVERAGE 
BASED ON CHOCOLATE OR COCOA OR COFFEE OR TEA; 
FLAVORINGS OTHER THAN ESSENTIAL OILS; SANDWICHES 
AND GRAIN-BASED AND CEREAL BASED SNACK FOODS 
(U.S. CL. 46) 


CLASS 32—LIGHT BEVERAGES 


FOR BEER, ALE AND PORTER; NON-ALCOHOLIC BEV- 
ERAGES, NAMELY, MINERAL AND AERATED WATER; FRUIT 
JUICES, VEGETABLE JUICES; FRUIT EXTRACTS FOR MAKING 
SOFT DRINKS; LEMONADE; SYRUPS, EXTRACTS, POWDERS. 
ESSENCES AND CONCENTRATES FOR MAKING SOFT DRINKS 
(U.S. CLS. 45, 46 AND 48). 
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SN 75-816,466. HAIN FOOD GROUP, INC., THE, UNIONDALE, 
NY. FILED 10-6-1999. 


OWNER OF 
2,289,989 


U.S. REG. NOS. 1,560,438. 2,064,061 AND 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR MEAT, FISH, POULTRY AND GAME; MEAT EXTRACTS, 
FISH EXTRACTS POULTRY EXTRACTS, AND GAME EX- 
TRACTS; PRESERVED, DRIED, COOKED, FROZEN, AND OTH- 
ERWISE PROCESSED FRUITS AND VEGETABLES; JELLIES, 
JAMS, EGGS, CHEESE, MILK AND OTHER DAIRY PRODUCTS, 
EXCLUDING ICE CREAM, ICE MILK AND FROZEN YOGURT; 
SOY-BASED, FOODS AND BEVERAGES USED AS A MILK 
SUBSTITUTE; SOUP; EDIBLE OILS AND FATS; PRESERVES 
AND PICKLES (U.S. CL. 46) 


CLASS 30—STAPLE FOODS 


FOR COFFEE, TEA, COCOA, CHOCOLATE, SUGAR, RICE, 
TAPIOCA, SAGO, COFFEE SUBSTITUTES; FLOUR, AND PREP- 
ARATIONS MADE FROM PROCESSED-CEREALS; NAMELY, 
BREAD CRUMBS, PANCAKES MIXES, BAKING MIXES, AND 
STUFFING MIXES, BREAD, BISCUITS, CRACKERS. CAKES, 
COOKIES, PASTRY, CANDY; FROZEN CONFECTIONS, NAME- 
LY, ICE CREAM; FLAVORED EDIBLE ICES; SHERBETS, 
SORBETS; PUDDINGS; HONEY, TREACLE; YEAST, BAKING 
POWDER; SALT, MUSTARD, PEPPER, VINEGAR, KETCHUP, 
GRAVY SAUCES, SPICES; AND SALAD DRESSING; MAY- 
ONNAISE; MAYONNAISE WITH PICKLES; ICE; BEVERAGES 
BASED ON CHOCOLATE OR COCOA OR COFFEE OR TEA: 
SYRUPS AND OTHER PREPARATIONS FOR MAKING BEV- 
ERAGE BASED ON CHOCOLATE OR COCOA OR COFFEE OR 
TEA; FLAVORINGS OTHER THAN ESSENTIAL OILS; SAND- 
WICHES AND GRAIN-BASED AND CEREAL BASED SNACK 
FOODS (U.S. CL. 46). 


CLASS 32—LIGHT BEVERAGES 


FOR BEER, ALE AND PORTER; NON-ALCOHOLIC BEV- 
ERAGES, NAMELY, MINERAL AND AERATED WATER; FRUIT 
JUICES, VEGETABLE JUICES; FRUIT EXTRACTS FOR MAKING 
SOFT DRINKS; LEMONADE; SYRUPS, EXTRACTS, POWDERS, 
ESSENCES AND CONCENTRATES FOR MAKING SOFT DRINKS 
(U.S. CLS. 45, 46 AND 48). 


OFFICIAL GAZETTE 


FEB 20, 2001 


SN 75-817,429. ELCOM.COM, INC., 
10-7-1999, 


WESTWOOD, MA. FILED 


STARBUYER 


CLASS 35—ADVERTISING AND BUSINESS 


FOR ON LINE RETAIL AND AUCTION SERVICES IN THE 
FIELD OF COMPUTERS, OFFICE SUPPLIES, VEHICLES, FOOD, 
FLOWERS, AND TICKETS FOR ENTERTAINMENT AND TRAV- 
EL (U.S. CLS. 100, 101 AND 102). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR ON LINE LEASING SERVICES FEATURING COMPUTER 
HARDWARE, COMPUTER MONITORS, COMPUTER PRINTERS, 
COMPUTER PERIPHERALS, COMPUTER ACCESSORIES, COM- 
PUTER SOFTWARE, OFFICE SUPPLIES, AND VEHICLES (U.S. 
CLS. 100 AND 101). 


SN 75-817,934. VANS, INC., SANTA FE SPRINGS, CA. FILED 
10-8-1999. 


TRIPLE CROWN OF 
WAKEBOARDING 


OWNER OF U.S. REG. NOS. 1,624,956, 2,248,328 AND OTH- 
ERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**WAKEBOARDING”’, APART FROM THE MARK AS SHOWN. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER GAME AND VIDEO GAME SOFTWARE, 
AND INSTRUCTIONAL MANUALS SOLD THEREWITH (U.S. 
CLS. 21, 23, 26, 36 AND 38), 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR ENTERTAINMENT SERVICES, NAMELY, PROVIDING 
AN ON-LINE COMPUTER GAME; AND ENTERTAINMENT 
SERVICES IN THE NATURE OF VIDEO GAMES PROVIDED 
TO SUBSCRIBERS BY MEANS OF CABLE TELEVISION AND 
OTHER FORMS OF COMMUNICATION, NAMELY, THE INTER- 
NET (U.S. CLS. 100, 101 AND 107). 
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SN 75-818,379. COLORSTAMPS, INC., 


CHANGE OF NAME EGINE.COM, INC., MOUNTAIN VIEW. 


CA. FILED 10-8-1999. 


NN 


THE MARK CONSISTS OF A STYLIZED HAND WITH A 
POSTAGE STAMP IN THE PALM OF THE HAND 


CLASS 35—ADVERTISING AND BUSINESS 


FOR PROMOTING THE GOODS AND SERVICES OF OTHERS 
BY PROVIDING ONLINE MULTIPLE LISTINGS OF THE GOODS 
AND SERVICES OF OTHERS; ADMINISTRATION OF CASH, 
CREDIT, REBATE AND DISCOUNT INCENTIVE AWARD PRO- 
GRAMS, PROVIDING CONSUMER INDUCEMENTS- FOR 
WATCHING ADVERTISEMENTS FOR THE GOODS AND SERV- 
ICES OF OTHERS, NAMELY, CREDITS, COUPONS, PAYMENTS, 
AND TRANSFERS IN THE FORM OF MONEY, ECONOMIC 
VALUE, OR POINTS; ADMINISTRATION OF AND DISSEMINA- 
TION OF BANNER, E-MAIL, BUTTON, AND OTHER TEXT AND 
MULTIMEDIA ADVERTISING SERVICES FOR OTHERS ON THE 
GLOBAL COMPUTER INFORMATION NETWORK, AND IN 
LOCAL AND WIDE AREA NETWORKS; PROVIDING INDEXES 
OF BUSINESS WEB SITE ADDRESSES (U.S. CLS. 100, 101 AND 
102). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR COMPUTER SERVICES, NAMELY, PROVIDING SEARCH 
ENGINES FOR OBTAINING DATA ON A GLOBAL COMPUTER 
NETWORK: HOSTING THE WEB SITES OF OTHERS (U.S. CLS 
100 AND 101) 


SN 75-820.854. KSL RECREATION 
QUINTA, CA. FILED 10-12-1999 


CORPORATION, LA 


AMERICA’S LEADER IN 
DISTINCTIVE LIFESTYLE & 
RECREATION 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 
FOR GOLF COURSE SERVICES (U.S. CLS. 100, 101 AND 107). 
FIRST USE 12-18-1995; IN COMMERCE 12-18-1995 


CLASS 42—MISCELLANEOUS SERVICES 

FOR RESORT HOTEL AND COUNTRY CLUB SERVICES (U.S. 
CLS. 100 AND 101). 

FIRST USE 12-18-1995; IN COMMERCE 12-18-1995. 


U.S. PATENT AND TRADEMARK OFFICE 


SAN JOSE, CA. BY 
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SN 75-821,461. 
10-13-1999 


STAR PIPE, INC.. HOUSTON, TX. FILED 


SPF 


CLASS 6—METAL GOODS 


FOR METAL FITTINGS FOR USE IN THREADED PIPING SYS- 
TEMS (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50). 


CLASS 17—RUBBER GOODS 


FOR RUBBER GASKETED FITTINGS FOR USE IN GROOVED 
PIPING SYSTEMS (U.S. CLS. 1, 5, 12, 13, 35 AND 50). 


SN 75-821,699. HAYES & ASSOCIATES ACCOUNTANCY COR- 
PORATION, CORONADO, CA. FILED 10-12-1999. 


Personal Financial Guardians 


CLASS 35—ADVERTISING AND BUSINESS 

FOR INCOME TAX CONSULTATION SERVICES (U.S. CLS. 
100, 101 AND 102). 

FIRST USE 9-30-1994; IN COMMERCE 9-30-1994. 


CLASS 36—INSURANCE AND FINANCIAL 

FOR INVESTMENT AND ESTATE CONSULTATION SERV- 
ICES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 9-30-1994; IN COMMERCE 9-30-1994. 


SN 75-822,374. JMP HOLDING COMPANY, INC., GAITHERS- 
BURG, MD. FILED 10-14-1999. 


WE BUILD EXPERIENCES 


CLASS 35—ADVERTISING AND BUSINESS 

FOR ARRANGING AND CONDUCTING EXHIBITS (U.S. CLS. 
100, 101 AND 102). 

FIRST USE 1-15-1999; IN COMMERCE 1-30-1999. 


CLASS 37—CONSTRUCTION AND REPAIR 

FOR CONSTRUCTION AND INSTALLATION OF EXHIBITS 
FOR OTHERS FOR TRADE SHOWS, MUSEUMS, RETAIL 
STORES, BUSINESS OFFICES AND VISITOR CENTERS (U.S. 
CLS. 100, 103 AND 106) 

FIRST USE 1-15-1999; IN COMMERCE 1-30-1999. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR DESIGNING EXHIBITS FOR OTHERS FOR TRADE 
SHOWS, MUSEUMS, RETAIL STORES, BUSINESS OFFICES 
AND VISITOR CENTERS (U.S. CLS. 100 AND 101). 

FIRST USE 1-15-1999; IN COMMERCE 1-30-1999. 
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SN 75-822.481. COLORSTAMPS, INC., SAN JOSE, 
CHANGE OF NAME EGINE.COM, INC., 
CA. FILED 10-14-1999 




















THE DRAWING OF THE MARK IS LINED FOR PURPLE, RED, 
YELLOW, GREEN, BLUE, AND GRAY. 

THE MARK CONSISTS OF A STYLIZED HAND WITH A 
POSTAGE STAMP IN THE PALM OF THE HAND. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR PROMOTING THE GOODS AND SERVICES OF OTHERS 
BY PROVIDING ONLINE MULTIPLE LISTINGS OF THE GOODS 
AND SERVICES OF OTHERS; ADMINISTRATION OF CASH, 
CREDIT, REBATE AND DISCOUNT INCENTIVE AWARD PRO- 
GRAMS; PROVIDING CONSUMER INDUCEMENTS- FOR 
WATCHING ADVERTISEMENTS FOR THE GOODS AND SERV- 
ICES OF OTHERS, NAMELY, CREDITS, COUPONS, PAYMENTS, 
AND TRANSFERS IN THE FORM OF MONEY, ECONOMIC 
VALUE, OR POINTS; ADMINISTRATION OF AND DISSEMINA- 
TION OF BANNER, E-MAIL, BUTTON, AND OTHER TEXT AND 
MULTIMEDIA ADVERTISING SERVICES FOR OTHERS ON THE 
GLOBAL COMPUTER INFORMATION NETWORK, AND IN 
LOCAL AND WIDE AREA NETWORKS; PROVIDING INDEXES 
OF BUSINESS WEB SITE ADDRESSES (U.S. CLS. 100, 101 AND 
102) 


CLASS 42—MISCELLANEOUS SERVICES 

FOR COMPUTER SERVICES, NAMELY, PROVIDING SEARCH 
ENGINES FOR OBTAINING DATA ON A GLOBAL COMPUTER 
NETWORK; HOSTING THE WEB SITES OF OTHERS (U.S. CLS. 
100 AND 101). 


SN 75-822,617. THYMES LIMITED, THE, MINNEAPOLIS, MN. 
FILED 10-14-1999. 


ASIAN ELEMENTS 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR SKIN SOAP, HAIR AND BODY SHAMPOO; NON-MEDI- 
CATED BATH PREPARATIONS, NAMELY, LIQUID SOAP, 
BATH TABLETS, BATH CONDITIONER, GELS, SALTS AND 
SCRUBS; BODY CREME, BODY POWDER; BODY OIL; BODY 
LOTION; SACHETS; PERFUME; EAU DE TOILETTE AND IN- 
CENSE (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


CLASS 4—LUBRICANTS AND FUELS 
FOR CANDLES (U.S. CLS. 1, 6 AND 15). 


OFFICIAL GAZETTE 


CA. BY 
MOUNTAIN VIEW, 


FEB 20, 2001 


CLASS 5—PHARMACEUTICALS 


FOR AEROSOL ROOM DEODORIZING/SCENTING SPRAYS 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-822,829. DIGIDEAL 
FILED 10-14-1999. 


CORPORATION, SPOKANE, WA 


BACCARITO 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR GAMING EQUIPMENT NAMELY, ELECTRONIC GAM- 
ING APPARATUS WITH CHANGEABLE ELECTRONICALLY 
CONTROLLED VISUAL DISPLAYS FOR PLAYING A CASINO 
CARD GAME (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR LEASING OF GAMING EQUIPMENT (U.S. CLS. 100, 101 
AND 107). 


SN 75-822,948. MATTEL, 
10-14-1999. 


INC., EL SEGUNDO, CA. FILED 


LITTLE PEOPLE 


OWNER OF US. REG. NOS. 
2,058,317. 


1,521,098, 1,650,707 AND 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR TOOTHPASTE (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR PRE-RECORDED AUDIOTAPES FEATURING BOOKS 
AND ENTERTAINMENT ACTIVITIES BOTH DIRECTED TO 
CHILDREN (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PAPER BAGS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 


CLASS 18—LEATHER GOODS 


FOR LUGGAGE, TOTE BAGS, BACK PACKS AND UMBREL- 
LAS (U.S. CLS. 1, 2, 3, 22 AND 41). 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 
FOR SLEEPING BAGS (U.S. CLS. 2, 13, 22, 25, 32 AND 50). 


CLASS 21—HOUSEWARES AND GLASS 


FOR TOOTHBRUSHES, SPORTS BOTTLES SOLD EMPTY, 
THERMALLY INSULATED CONTAINERS FOR FOOD AND 
BEVERAGES (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). 


CLASS 25—CLOTHING 
FOR FOUL WEATHER GEAR (U.S. CLS. 22 AND 39). 
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SN 75-823,589. LEEB, PETER. A-4020 LINZ, AUSTRIA, FILED 
10-15-1999, 


SIGA 


OWNER OF AUSTRIA REG. NO. 171040, DATED 8-13-1997, 
EXPIRES 8-31-2007 


CLASS 12—VEHICLES 


FOR BICYCLES AND BICYCLE PARTS, NAMELY, SEATS, 
RIMS, TIRES, BRAKES, CHAINS, FRAMES, BELLS, AND HAN- 
DLE BARS (U.S. CLS. 19, 21, 23, 31, 35 AND 44). 


CLASS 25—CLOTHING 


FOR CLOTHING, NAMELY, T-SHIRTS, SWEATSHIR/S, EX- 
ERCISE SHORTS, EXERCISE OUTFITS, SHORTS, UNIFORMS, 
AND JACKETS; CLOTHING FOR BICYCLISTS, NAMELY, BICY- 
CLING SHORTS AND BICYCLING SHIRTS; SHOES; CAPS; AND 
HATS FOR BICYCLING (U.S. CLS. 22 AND 39). 


CLASS 28—TOYS AND SPORTING GOODS 


FOR SPORTING GOODS FOR BICYCLE SPORTS, NAMELY, 
STATIONARY EXERCISE BIKES; AND ACCESSORIES, NAME- 
LY, BICYCLING GLOVES AND ELBOW PADS (U.S. CLS. 22, 
23, 38 AND 50). 


SN 75-824,238. LUKENS, INC., ROCKLEDGE, FL. BY ASSIGN- 
MENT LUKENS, WILLIAM W., ROCKLEDGE, FL. FILED 
10-15-1999. 


@ 


ROOFBALL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**ROOFBALL”’, APART FROM THE MARK AS SHOWN. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PAPER GOODS, NAMELY PRINTED NON-FICTION 
BOOKS OR MANUALS WHICH DESCRIBE AND ILLUSTRATE 
A GAME TO BE PLAYED USING THE ROOF OF A BUILDING, 
PADDLES AND A BALL, BUMPER STICKERS, PENS, PENCILS, 
PENCIL TOPPERS, PAPER MILK CAPS FOR TRADING, LOOSE 
LEAF BINDERS, CALENDARS, BOOKMARKS AND POSTERS 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


CLASS 25—CLOTHING 

FOR CLOTHING, NAMELY TEE SHIRTS, GOLF SHIRTS, 
JACKETS. HATS, SHORTS, SWEAT SHIRTS, APRONS, CLOTH 
BIBS, GLOVES, SOCKS AND UNDERCLOTHES (U.S. CLS. 22 
AND 39). 


CLASS 28—TOYS AND SPORTING GOODS 


FOR PADDLES AND A BALL FOR PLAYING A ROOFTOP 
GAME (U.S. CLS. 22, 23, 38 AND 50). 


U.S. PATENT AND TRADEMARK OFFICE 
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CLASS 35—ADVERTISING AND BUSINESS 


FOR ON-LINE RETAIL SALES OF GAMES VIA THE WORLD- 
WIDE WEB (U.S. CLS. 100, 101 AND 102). 


CLASS 38—COMMUNICATION 

FOR PROMOTION OF AND INFORMATION ON A GAME FOR 
ENTERTAINMENT PURPOSES ON A WEB PAGE AND USE OF 
A DOMAIN NAME ON VARIOUS GLOBAL COMPUTER NET- 
WORKS (U.S. CLS. 100, 101 AND 104). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR ENTERTAINMENT SERVICES, NAMELY, PROVIDING 
AN ON-LINE COMPUTER GAME; ENTERTAINMENT SERVICES 
IN THE NATURE OF SPORTS EXHIBITIONS INVOLVING 
GAMES PLAYED USING THE ROOF OF A BUILDING; AND 
PROVIDING FACILITIES FOR TOURNAMENTS IN SAID 
GAMES; PROVIDING INFORMATION ON GAMES FOR ENTER- 
TAINMENT PURPOSES VIA AN ON-LINE COMPUTER WEB 
SITE (U.S. CLS. 100, 101 AND 107). 


SN 75-825,947. ANDERSON, MARK WILSON, SAN DIEGO, CA. 
FILED 10-30-1999. 


CLASS 25—CLOTHING 


FOR CLOTHING, NAMELY, T-SHIRTS, SWEATSHIRTS AND 
HATS (U.S. CLS. 22 AND 39). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR EDUCATIONAL SERVICES, NAMELY, CONDUCTING 
SEMINARS AND WORKSHOPS FOR PRISONERS IN THE 
FIELDS OF PSYCHOLOGY AND THEOLOGY (U.S. CLS. 100, 
101 AND 107). 


SN 75-826,189. NEXTPAGE, LC, PROVO, UT. FILED 10-18-1998. 


NEXTpage 


CLASS 35—ADVERTISING AND BUSINESS 

FOR BUSINESS CONSULTATION (U.S. CLS. 100, 101 AND 
102). 
FIRST USE 7-1-1999; IN COMMERCE 7-1-1999. 
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CLASS 42—MISCELLANEOUS SERVICES 

FOR COMPUTER CONSULTATION IN THE FIELDS OF COM- 
PUTER SYSTEMS AND THE PRODUCTION AND SECURE DE- 
LIVERY OF INFORMATION VIA THE GLOBAL COMPUTER 
NETWORK, LOCAL AREA NETWORKS AND CD ROM (U.S 
CLS. 100 AND 101) 

FIRST USE 7-1-1999; IN COMMERCE 7-1-1999 


SN 75-826,191. NEXTPAGE, LC, PROVO, UT. FILED 10-18-1999 


NEXTPAGE 


CLASS 35—ADVERTISING AND BUSINESS 
FOR BUSLNESS CONSULTATION (U.S. CLS. 100, 101 AND 
102). 


FIRST USE 7-1-1999, IN COMMERCE 7-1-1999 


CLASS 42—MISCELLANEOUS SERVICES 

FOR COMPUTER CONSULTATION IN THE FIELDS OF COM- 
PUTER SYSTEMS AND THE PRODUCTION AND SECURE DE- 
LIVERY OF INFORMATION VIA THE GLOBAL COMPUTER 
NETWORK, LOCAL AREA NETWORKS AND CD ROM (U.S. 
CLS. 100 AND 101) 

FIRST USE 7-1-1999; IN COMMERCE 7-1-1999 


SN 75-826,315. ESTIM C.V., 1017 CG AMSTERDAM, NETHER- 
LANDS, FILED 10-19-1999 


( 


OWNER OF U.S. REG 
ERS 

THE MARK CONSISTS OF A STYLIZED DEPICTION OF A 
FEMALE HEAD SEEN IN SILHOUETTE. 


NOS. 1,813,160, 1,873,066 AND OTH- 


CLASS 8—HAND TOOLS 

FOR NAIL FILES AND MANICURE SETS (U.S. CLS. 
AND 44). 

FIRST USE 1-1-1994; IN COMMERCE 1-1-1999 


CLASS 21I—HOUSEWARES AND GLASS 
FOR HAIR BRUSHES AND HAIR COMBS (U.S. CLS. 
23, 29, 30, 33, 40 AND 50) 
FIRST USE 1-1-1994; IN COMMERCE 1-1-1999 


SN 75-827,100 
10-20-1999 


PURDY, PETER, PORTLAND, OR. FILED 


ALLYOUKNOWIS 
WRONG.COM 


OFFICIAL GAZETTE 


FEB 20, 2001 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR PRINTED MATTER, NAMELY, A MAGAZINE WITH 
CONTENT RELATING TO ANALYSES OF LOGIC AND REA- 
SONING IN THE LIBERAL ARTS AND SCIENCES (U.S. CLS 
2, 5, 22, 23, 29, 37, 38 AND 50). 


CLASS 42—MISCELLANEOUS SERVICES 

FOR COMPUTER SERVICES, NAMELY, PROVIDING AN ON- 
LINE MAGAZINE PUBLICATION WITH CONTENT IN THE 
FIELD OF ANALYSES OF LOGIC AND REASONING IN THE 
LIBERAL ARTS AND SCIENCES (U.S. CLS. 100 AND 101) 


SN 75-828,037. 
10-21-1999 


BERGMAN, CORY R., SEATTLE, WA. FILED 


WHERE TV FINDS THE 
FUTURE 


CLASS 35—ADVERTISING AND BUSINESS 

FOR PROVIDING INFORMATION ABOUT BUSINESS OPER- 
ATIONS, MARKETING, AND EMPLOYMENT IN THE TELE- 
VISION INDUSTRY VIA A GLOBAL NETWORK (U.S. CLS. 100, 
101 AND 102). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR TELEVISION SHOW PROGRAMMING; PROVIDING IN- 
FORMATION ABOUT TELEVISION ENTERTAINMENT AND 
PROGRAMMING VIA A GLOBAL COMPUTER NETWORK (US. 
CLS. 100, 101 AND 107). 


CLASS 42—MISCELLANEOUS SERVICES 

FOR CONSULTATION SERVICES PROVIDED TO THE TELE- 
VISION INDUSTRY; DESIGN FOR OTHERS IN THE FIELD OF 
BROADCAST MEDIA; COMPUTER PROGRAMMING FOR OTH- 
ERS IN THE TELEVISION INDUSTRY; COMPUTER SERVICES, 
NAMELY, PROVIDING ON-LINE NEWSLETTERS AND MAGA- 
ZINES FEATURING INFORMATION ABOUT AND OF INTEREST 
TO THE TELEVISION INDUSTRY; AND/OR PROVIDING INFOR- 
MATION ABOUT TECHNOLOGY RELATED TO THE TELE- 
VISION INDUSTRY VIA A GLOBAL COMPUTER NETWORK 
(U.S. CLS. 100 AND 101). 


SN 75-829,917. ULTIMATE SUPPORT SYSTEMS, INC., FORT 
COLLINS, CO. FILED 10-25-1999. 


MUSIKA 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR STANDS FOR AUDIO EQUIPMENT SUCH AS SPEAK- 
ERS, RECEIVERS, MICROPHONES, AMPLIFIERS AND THE 
LIKE AND STRUCTURAL PARTS THEREFOR (US. CLS. 21, 
23, 26, 36 AND 38). 

FIRST USE 9-1-1998; IN COMMERCE 2-1-2000. 
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CLASS 15—MUSICAL INSTRUMENTS 

FOR STANDS FOR MUSICAL INSTRUMENTS AND STRUC- 
TURAL PARTS THEREFOR (U.S. CLS. 2, 21 AND 36). 

FIRST USE 9-1-1998; IN COMMERCE 2-1-2000 


SN 75-830.513. BOMDIVER, INC., SAN FRANCISCO, CA. FILED 
11-12-1999 


BOMDIVER 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR SOFTWARE, NAMLEY, DOWNLOADABLE SOFTWARE, 
WHICH ASSISTS ENGINEERS COMPILE AND/OR PRINT AN 
ENGINEERING BILL OF MATERIALS WHICH IS A LIST OF 
PARTS AND COMPONENTS USED TO FABRICATE ELEC- 
TRONIC CIRCUIT BOARDS (U.S. CLS. 21, 23, 26. 36 AND 38) 


CLASS 42—MISCELLANEOUS SERVICES 


FOR PROVIDING USE OF ON-LINE, NON-DOWNLOADABLE, 
SOFTWARE FOR USE IN ASSISTING ENGINEERS COMPILE 
AND/OR PRINT AN ENGINEERING BILL OF MATERIALS 
WHICH IS A LIST OF PARTS AND COMPONENTS USED TO 
FABRICATE ELECTRONIC CIRCUIT BOARDS (U.S. CLS. 100 
AND 101) 


SN 75-831,394. BEVERAGE MARKETING 
LARCHMONT, NY. FILED 10-25-1999. 


USA, _ INC.. 


RXPOWER 


CLASS 30—STAPLE FOODS 


FOR HERBAL FOOD BEVERAGES AND TEA BEVERAGES 
(U.S. CL. 46) 


CLASS 32—LIGHT BEVERAGES 

FOR FRUIT JUICE BEVERAGES, VEGETABLE JUICE BEV- 
ERAGES, CARBONATED SOFT DRINKS, NON-CARBONATED 
SOFT DRINKS, AND DRINKING WATER (U.S. CLS. 45, 46 AND 
48). 


SN 75-831,792. RODALE INSTITUTE, EMMAUS, PA. FILED 
10-26-1999. 


THE RODALE INSTITUTE 
LEARNING CAPSULE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“INSTITUTE”. APART FROM THE MARK AS SHOWN. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR PUBLICATIONS, NAMELY. MAGAZINES. NEWS- 
LETTERS. AND SERIES OF BOOKS IN THE FIELD OF HEALTH, 
FITNESS, DIET. LIFESTYLE, AGRICULTURE, AND GAR- 
DENING (U.S. CLS. 2, 5, 22, 23. 29, 37, 38 AND 50). 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL SERVICES, NAMELY, CONDUCTING 
SEMINARS IN THE FIELD OF HEALTH, FITNESS, DIET, LIFE- 
STYLE, AGRICULTURE, AND GARDENING (U.S. CLS. 100, 101 
AND 107) 


SN 75-833,207. AGILENT TECHNOLOGIES, INC., PALO ALTO. 
CA. FILED 10-27-1999 


AGILENT 


CLASS 6—METAL GOODS 


FOR METAL KEY CHAINS, METAL KEY RINGS, METAL 
AND TIN CONTAINERS FOR THE STORAGE AND TRANSPOR- 
TATION OF GOODS, METAL AND TIN PIGGY BANKS, METAL 
MONEY CLIPS. NON-LUMINOUS AND NON-MECHANICAL 
METAL SIGNS, METAL BOOKMARK CLIPS, TROPHIES OF 
COMMON METAL, METAL NAME BADGES, AND METAL 
NAMEPLATES (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50). 


CLASS 8—HAND TOOLS 


FOR POCKET KNIVES. ARMY KNIVES, AND MANICURE 
SETS (U.S. CLS. 23, 28 AND 44). 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR BINOCULARS, RADIOS, CALCULATORS, SUNGLASSES, 
AND MOUSE PADS; DECORATIVE MAGNETS AND MAGNETIC 
MEMO HOLDERS FOR REFRIGERATORS AND KITCHEN CABI- 
NETS (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 

FOR FLASHLIGHTS AND PEN LIGHTS (U.S. CLS. 13, 21, 
23, 31 AND 34). 


CLASS 12—VEHICLES 

FOR LICENSE PLATE FRAMES MADE OF METAL; LICENSE 
PLATE FRAMES MADE OF PLASTIC (U.S. CLS. 19, 21, 23, 
31, 35 AND 44). 


CLASS 14—JEWELRY 

FOR JEWELRY, COSTUME JEWELRY, NECKLACES, BRACE- 
LETS, BROOCHES, PENDANTS, CHARMS, CUFF LINKS, 
EARRINGS, LAPEL PINS, TIE PINS, WATCHES, WATCHBANDS, 
WATCH CASES, CLOCKS, MEDALLIONS, PRECIOUS METAL 
MONEY CLIPS, PRECIOUS METAL TROPHIES, BADGES OF 
PRECIOUS METAL, KEY RINGS OF PRECIOUS METAL, KEY 
CHAINS OF PRECIOUS METAL (U.S. CLS. 2, 27, 28 AND 50) 
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CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PENS, PENCILS, STATIONERY, STATIONERY TYPE 
PORTFOLIOS FOR PAPERS, LETTER OPENERS, PAPER CLIPS, 
PAPER CLIP HOLDERS, PLAYING CARDS, POSTCARDS, AD- 
HESIVE STICKERS, SELF-ADHESIVE NOTES, NOTE PAPER, 
NOTE CARDS, BOOKMARKS, PRINTED AWARDS, PAPER NAP- 
KINS, POSTERS, ART PRINTS, STATIONERY FOLDERS, BIND- 
ERS, BOOKENDS, BOXES FOR PENS, CALENDARS, WRITING 
TABLETS, DESK PADS, CALENDAR PADS, PAPERWEIGHTS, 
PEN AND PENCIL HOLDERS, RULERS, ERASERS, DESK SETS, 
DESK ORGANIZERS, ADDRESS BOOKS, PAPER BAGS, AP- 
POINTMENT BOOKS, PAPER BANNERS, BUSINESS CARDS, 
CLIPBOARDS, PAPER COASTERS, ENVELOPES, FILE FOLD- 
ERS, PAPER FILE JACKETS. GIFT WRAPPING PAPER, PAPER 
NAME BADGES, PAPER FOR PACKAGING, NOTE PADS, 
NEWSLETTERS, PENCIL BOXES, PENCIL CASES, PAPER RIB- 
BONS, AND WRITING PAPER (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). 


CLASS 18—LEATHER GOODS 


FOR ALL-PURPOSE SPORT BAGS, GYM BAGS, CARRY-ON 
BAGS, TRAVEL BAGS, TOTE BAGS, BRIEFCASES, UMBREL- 
LAS, LUGGAGE, LUGGAGE WITH WHEELS ATTACHES, LUG- 
GAGE TAGS, SCHOOL BAGS, BACK PACKS, BEACH BAGS, 
DUFFEL BAGS, FANNY PACKS, PURSES AND HANDBAGS, 
WALLETS, CREDIT CARD HOLDERS, BUSINESS FOLDERS, 
NAMELY, BRIEF CASE TYPE PORTFOLIOS, TOILETRY CASES 
SOLD EMPTY. BUSINESS CARD CASES, AND UMBRELLAS 
(U.S. CLS. 1, 2, 3, 22 AND 41). 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR NON-METAL MONEY CLIPS, NON-METAL TROPHIES, 
NON-METAL KEY CHAINS, PLASTIC NAME _ BADGES, 
PLAQUES, PICTURE FRAMES, PLASTIC BANNERS, PLASTIC 
KEY CHAIN TAGS, BOXES MADE OF WOOD OR PLASTIC, 
CLEAR PLASTIC HOLDERS FOR BADGES, SEAT CU SHIONS, 
AND PLASTIC HANGING CLIPS; CLOTH NECK STRAPS FOR 
SECURING BADGES; LANYARDS FOR HOLDING BADGES 
AND KEYS (U.S. CLS. 2, 13, 22, 25, 32 AND 50) 


CLASS 21-—-HOUSEWARES AND GLASS 


FOR NON-ELECTRIC BOTTLE OPENERS, MUGS, CUPS, 
PORTABLE COOLERS, TUMBLERS. WATER BOTTLES SOLD 
EMPTY, SQUEEZE BOTTLES SOLD EMPTY, THERMALLY IN- 
SULATED CONTAINERS FOR FOOD OR BEVERAGES, NAME- 
LY INSULATED PICNIC AND LUNCH CONTAINERS, GOBLETS, 
DRINKING GLASSES, NAMELY GLASS AND CRYSTAL STEM- 
WARE, FITTED PICNIC BASKETS, DECANTERS, INSULATED 
BEVERAGE HOLDERS, PORTABLE ICE CHESTS FOR FOOD 
AND BEVERAGES, PORTABLE BEVERAGE COOLERS, GLASS 
HOLDERS, PITCHERS, VASES, PORCELAIN GIFTWARE NAME- 
LY FIGURINES AND PLAQUES; DISHWARE, NAMELY, 
PLATES, BOWLS, SAUCERS, PLATES, TANKARDS NOT OF 
PRECIOUS METAL, PLASTIC COASTERS AND COASTERS NOT 
OF PAPER AND NOT BEING TABLE LINEN, DECORATIVE 
MAGNETS AND MAGNETIC MEMO HOLDERS FOR REFRIG- 
ERATORS AND KITCHEN CABINETS. AND CRYSTAL ITEMS, 
NAMELY HOLIDAY ORNAMENTS. CANDY DISHES. VASES, 
AND ICE BUCKETS (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 
50) 


CLASS 24—FABRICS 


FOR CLOTH BANNERS AND TOWELS (U.S. CLS. 42 AND 
50) 


CLASS 25—CLOTHING 


FOR CLOTHING, NAMELY, SHORTS, SHIRTS, COATS, 
SWEATERS, SCARVES, GLOVES, HEADWEAR, HATS, VESTS, 
INFANT ROMPERS. OVERALLS, VISORS (U.S. CLS. 22 AND 
39) 


OFFICIAL GAZETTE 


FEB 20, 2001 


CLASS 26—FANCY GOODS 
FOR RIBBONS MADE OF TEXTILE; SHOELACES; RIBBONS 


USED ON BADGES AND KEYS (U.S. CLS. 37, 39, 40, 42 AND 
50). 


CLASS 28—TOYS AND SPORTING GOODS 

FOR AERO-DYNAMIC DISK FOR USE IN PLAYING CATCH- 
ING GAMES, FOOTBALLS, SOFTBALLS, SOCCER BALLS, 
GOLF BALLS, GOLF CLUBS, BUBBLE MAKING WAND AND 
SOLUTION SETS, JIGSAW PUZZLES, MANIPULATIVE PUZ- 
ZLES, THREE-DIMENSIONAL PUZZLES, BEAN BAGS, GOLF 
TEES, GOLF BALL MARKERS, CHRISTMAS TREE ORNA- 
MENTS, INFLATABLE WATER TOYS, INFLATABLE BALLS, 
INFLATABLE TOYS, TOY WHISTLES, YO-YOS, TOY BANKS, 
SPONGE BALLS, SQUEEZE BALLS AND SQUEEZE TOYS, 
STUFFED TOYS, PLUSH TOYS, AND DOLLS (US. CLS. 22, 
23, 38 AND 50). 


CLASS 32—LIGHT BEVERAGES 
FOR DRINKING WATER (U.S. CLS. 45, 46 AND 48). 


SN 75-833,631. MAJOR LEAGUE SOCCER, L.L.C., NEW YORK, 
NY. FILED 10-27-1999. 


QUAKES 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR WALKIE-TALKIES (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR SIDEWALK CHALK (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 


CLASS 25—CLOTHING 


FOR HALLOWEEN COSTUMES AND MASKS (U.S. CLS. 22 
AND 39). 


CLASS 28—TOYS AND SPORTING GOODS 

FOR RUBBER ACTION BALLS; SOCCER BALLS; TOY FIG- 
URES; BABY MULTIPLE ACTIVITY TOYS, BABY RATTLES; 
TOY BALLOONS; BEAN BAGS; STUFFED TOY BEARS; 
BENDABLE TOY FIGURES; DOLLS AND ACCESSORIES 
THEREFOR; PLUSH TOYS; TOY VEHICLES; PLAYSETS FOR 
MINIATURE SOCCER GAMES; ACTION FIGURES AND ACCES- 
SORIES THEREFOR; TOY MODEL HOBBY CRAFT KITS FOR 
ASSEMBLING TOY MODEL BICYCLES, TRICYCLES, 
UNICYCLES, SKATEBOARDS AND SCOOTERS; RADIO CON- 
TROLLED TOY RACING VEHICLES; RIDE-ON AND RIDE-IN 
TOYS; WIND-UP TOYS; TABLE TOP GAMES FOR PLAYING 
SOCCER FOOSBALL; ROLE-PLAYING GAMES; BOARD GAMES 
(U.S. CLS. 22, 23, 38 AND 50). 


SN 75-833,632. MAJOR LEAGUE SOCCER, L.L.C., NEW YORK, 
NY. FILED 10-27-1999. 


EQUAKES 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR WALKIE-TALKIES (U.S. CLS. 21, 23, 26, 36 AND 38). 
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CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR SIDEWALK CHALK (U.S. CLS. 2, 5, 
AND 50). 


22, 23, 2. 37, 3 


CLASS 25—CLOTHING 


FOR HALLOWEEN COSTUMES AND MASKS (U.S. CLS. 22 
AND 39) 


CLASS 28—TOYS AND SPORTING GOODS 


FOR RUBBER ACTION BALLS; SOCCER BALLS; TOY FIG- 
URES; BABY MULTIPLE ACTIVITY TOYS; BABY RATTLES; 
TOY BALLOONS; BEAN BAGS, STUFFED TOY BEARS; 
BENDABLE TOY FIGURES; DOLLS AND ACCESSORIES 
THEREFOR; PLUSH TOYS; TOY VEHICLES; PLAYSETS FOR 
MINIATURE SOCCER GAMES: ACTION FIGURES AND ACCES- 
SORIES THEREFOR; TOY MODEL HOBBYCRAFT KITS FOR 
ASSEMBLING TOY MODEL BICYCLES, TRICYCLES, 
UNICYCLES, SKATEBOARDS AND SCOOTERS, RADIO CON- 
TROLLED TOY RACING VEHICLES; RIDE-ON AND RIDE-IN 
TOYS; WIND-UP TOYS; TABLE TOP GAMES FOR PLAYING 
SOCCER FOOSBALL; ROLE-PLAYING GAMES; BOARD GAMES 
(U.S. CLS. 22, 23, 38 AND 50). 


SN 75-834,354. KEYMIND, INC., FALLS CHURCH, VA. FILED 
10-28-1999 


KEYMIND 


CLASS 35—ADVERTISING AND BUSINESS 


FOR BUSINESS MARKETING CONSULTING SERVICES (U.S. 
CLS. 100, 101 AND 102). 


CLASS 42—MISCELLANEOUS SERVICES 

FOR COMPUTER SERVICES, NAMELY, DESIGNING, IMPLE- 
MENTING AND MAINTAINING WEBSITES FOR OTHERS ON 
THE GLOBAL COMPUTER NETWORK (U.S. CLS. 100 AND 101). 


SN 75-835,912. CULTURA MANAGEMENT LTD, CH-4001 
BASEL, SWITZERLAND, FILED 10-29-1999. 


CULTURA 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“CULTURA”, APART FROM THE MARK AS SHOWN 

THE ENGLISH TRANSLATION OF THE WORD “CULTURA” 
IN THE MARK IS “CULTURE” 


CLASS 35—ADVERTISING AND BUSINESS 

FOR ORGANIZING AND ARRANGING TRADE FAIRS IN THE 
FIELDS OF ANTIQUES, FINE ART, LITERATURE, FILM, MUIC. 
AND THE PERFORMING ARTS (U.S. CLS. 100, 101 AND 102). 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR ORGANIZING AND ARRANGING EDUCATIONAL CON- 
GRESSES, CONFERENCES. SYMPOSIUMS, COLLOQUIUMS 
AND SEMINARS IN THE FIELDS OF ANTIQUES, FINE ART, 
LITERATURE, FILM, MUSIC, AND THE PERFORMING ARTS 
(U.S. CLS. 100, 101 AND 107) 


SN 75-837,115. THYMES LIMITED, THE, MINNEAPOLIS, MN. 
FILED 11-11-1999. 


INTENTIONS 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 

FOR SKIN SOAP; HAIR AND BODY SHAMPOO; HAIR 
SPRAY, NON-MEDICATED BATH PREPARATIONS, NAMELY 
LIQUID SOAP, BATH TABLETS, BATH CONDITIONER, GELS, 
SALTS AND SCRUBS; BODY CREME; BODY POWDER; BODY 
OIL; BODY LOTION; SACHETS; PERFUME; EAU DE TOILETTE, 
AND NAIL POLISH (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


CLASS 4—LUBRICANTS AND FUELS 


FOR SCENTED CANDLES FOR RESIDENTIAL USE (U.S. CLS. 
1, 6 AND 15). 


CLASS 5—PHARMACEUTICALS 


FOR AEROSOL ROOM DEODORIZING/SCENTING SPRAYS 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-839,335. SIEMENS AKTIENGESELLSCHAFT, MUNICH, 
FED REP GERMANY, FILED 1 1-3-1999. 


SICOAT 


OWNER OF FED REP GERMANY REG. NO. 1136264, DATED 
3-15-1989, EXPIRES 12-31-2008. 


CLASS 6—METAL GOODS 

FOR METAL ALLOYS FOR USE IN COATING BLADES OF 
TURBINES IN POWER GENERATING PLANTS (U.S. CLS. 2, 
12, 13, 14, 23, 25 AND 50). 


CLASS 40—MATERIAL TREATMENT 

FOR PHYSICAL AND CHEMICAL PROCESSING OF METALS 
AND METAL ALLOYS, INCLUDING, METAL TREATMENT, 
METALIZING, AND METAL LAMINATING (U.S. CLS. 100, 103 
AND 106). 
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SN 75-840,883. GUASCOR, S.A., 20750 ZUMAIA (GUIPUZCOA), 
SPAIN, FILED 11-4-1999. 











GUASCOR 





CLASS 7—MACHINERY 


FOR ELECTRIC AND ELECTROGENIC GENERATORS, BOAT 
MOTORS, ALTERNATORS (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 
35). 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR ELECTRIC MATERIAL, NAMELY, CABLES AND WIRES 
FOR ELECTRICAL CONDUCTION AND CONNECTIONS OF 
ELECTRICITY, ELECTRICAL TRANSFORMERS ALL USED FOR 
THE DISTRIBUTION OF ELECTRICITY (U.S. CLS. 21, 23, 26, 
36 AND 38). 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR GAS AND STEAM GENERATORS, THERMAL EX- 
CHANGERS AND REHEATERS FOR BOILERS (U.S. CLS. 13, 
21, 23, 31 AND 34) 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR CONSTRUCTION, INSTALLATION, MAINTENANCE 
AND REPAIR SERVICES OF POWER GENERATION AND CO- 
GENERATION OF ELECTRIC ENERGY INSTALLATIONS AND 
REPAIR OF BOAT MOTORS (U.S. CLS. 100, 103 AND 106) 


SN 75-841,022. WARNER-LAMBERT COMPANY, MORRIS 
PLAINS, NJ. FILED 11-4-1999 


BODY SMARTS 


CLASS 29—MEATS AND PROCESSED FOODS 
FOR DEHYDRATED FRUIT SNACKS (U.S. CL. 46) 


CLASS 30—STAPLE FOODS 


FOR CANDY; READY TO EAT CEREAL-DERIVED, OAT- 
BASED, AND GRAIN-BASED FOOD BARS (U.S. CL. 46). 


CLASS 32—LIGHT BEVERAGES 
FOR SOFT DRINKS (U.S. CLS. 45, 46 AND 48). 


SN 75-842.163. GET ENVOLVED, INC., SAN FRANCISCO, CA. 
FILED 11-5-—1999. 


ARE YOU ENVOLVED 


CLASS 36—INSURANCE AND FINANCIAL 


FOR ONLINE CHARITABLE FUND RAISING (U.S. CLS. 100, 
101 AND 102). 


OFFICIAL GAZETTE 


FEB 20, 2001 


CLASS 42—MISCELLANEOUS SERVICES 

FOR CONSULTING SERVICE FOR FINDING, RESEARCHING, 
FUNDING, AND TRACKING CIVIC CHARITABLE COMMUNITY 
ORGANIZATIONS AND CAUSES, AND TRACKING CONTRIBU- 
TIONS FOR CIVIC CHARITABLE COMMUNITY ORGANIZA- 
TIONS AND CAUSES (U.S. CLS. 100 AND 101). 


SN 75-844,064. LILLIAN FLOYD HOMES, LLC, CHARLOTTE, 
NC. FILED 11-9- 1999 


LILLIAN FLOYD 


“LILLIAN FLOYD” IS NOT THE 
TICULAR LIVING INDIVIDUAL. 


NAME OF ANY PAR- 


CLASS 36—INSURANCE AND FINANCIAL 

FOR REAL ESTATE SERVICES, NAMELY, LEASING OF 
REAL ESTATE, REAL ESTATE BROKERAGE, REAL ESTATE 
TRADING AND REAL ESTATE MANAGEMENT (U.S. CLS. 100, 
101 AND 102). 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR CONSTRUCTION OF RESIDENTIAL HOMES (U.S. CLS 
100, 103 AND 106). 


SN 75-844,283. EIDSON STEEL PRODUCTS, INC., 
QUERQUE, NM. FILED 11-10-1999 


THE MARK CONSISTS OF THE LETTERS **BMT’* DEPICTED 
BY A SERIES OF RECTANGLES WITH SEMICIRCULAR TOPS. 


ALBU- 


CLASS 6—METAL GOODS 

FOR PREFABRICATED AND ON-SITE METAL STORAGE 
TANKS FOR LIQUIDS AND PARTS THEREOF (U.S. CLS. 2, 
12, 13, 14, 23, 25 AND 50). 

FIRST USE 12-31-1975; IN COMMERCE 12-31-1975. 


CLASS 37—CONSTRUCTION AND REPAIR 

FOR ON-SITE CONSTRUCTION OF METAL STORAGE 
TANKS FOR LIQUIDS (U.S. CLS. 100, 103 AND 106). 

FIRST USE 12-31-1975; IN COMMERCE 12-31-1975. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR ENGINEERING, DESIGN AND DRAFTING OF METAL 
STORAGE TANKS FOR LIQUIDS FOR OTHERS (U.S. CLS. 100 
AND 101). 

FIRST USE 12-31-1975; IN COMMERCE 12-31-1975. 





FEB 20, 2001 


SN 75-848.607 
11-15-1999 


HOLDEN, ARTHUR L.. CHICAGO, IL. FILED 


FIRST GENETIC TRUST 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“GENETIC”, APART FROM THE MARK AS SHOWN 


CLASS 39—TRANSPORTATION AND 
STORAGE 

FOR GENETIC BANKING SERVICES. NAMELY, STORAGE 
OF DNA MATERIAL FOR MEDICAL DIAGNOSTICS AND IDEN- 
TITY TESTING (U.S. CLS. 100 AND 105) 


CLASS 42—MISCELLANEOUS SERVICES 

FOR GENETIC BANKING SERVICES; NAMELY, MAINTAIN- 
ING PERSONAL GENETIC HISTORY RECORDS AND FILES; 
DNA GENOTYPING AND ANALYSIS; MEDICAL COUNSELING, 
NAMELY COUNSELING IN THE FIELD OF GENETICS; AND 
GENETIC RESEARCH (U.S. CLS. 100 AND 101). 


SN 75-848,893. KLOCKNER PENTAPLAST GMBH, D-56410 
MONTABAUR., FED REP GERMANY, FILED 11-15-1999 


ROXAN-FURNIPET 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FED REP GER- 
MANY APPLICATION NO. 39934275.3, FILED 6-15-1999, REG. 
NO. 39934275, DATED 9-23-1999, EXPIRES 6-30-2009. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR PAPER FOILS IN ROLL OR SHEET FORM USED TO 
COVER WOOD, METAL OR PLASTIC SURFACES (U.S. CLS. 
2, 5, 22, 23, 29, 37, 38 AND 50) 


CLASS 17—RUBBER GOODS 


FOR PLASTIC FOILS IN ROLL OR SHEET FORM FOR USE 
IN MANUFACTURING TO COAT WOOD, METAL OR PLASTIC 
SURFACES (U.S. CLS. 1, 5, 12, 13, 35 AND 50). 


SN 75-848.980. LYONDELL CHEMICAL COMPANY, HOUSTON, 
TX. FILED 11-15-1999. 


OXIRANE 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR TRAINING IN THE FIELD OF DESIGN AND OPERATION 
OF PETROCHEMICAL PLANTS (U.S. CLS. 100, 101 AND 107). 


CLASS 42—MISCELLANEOUS SERVICES 

FOR TECHNICAL CONSULTATION IN THE FIELD OF DE- 
SIGN AND OPERATION OF PETROCHEMICAL PLANTS (U.S. 
CLS. 100 AND 101). 


U.S. PATENT AND TRADEMARK OFFICE 


TM 59 


SN 75-851,137. BENCKISER N.V., 1118 BH SCHIPHOL AIRPORT, 
NETHERLANDS, FILED 11-17-1999. 


ELECTRASOL RINS+ 


OWNER OF U.S. REG. NOS. 831.210 AND 872,739 


CLASS 1—CHEMICALS 

FOR CHEMICALS FOR USE IN THE MANUFACTURE OF DE- 
TERGENTS IN THE CONSUMER CLEANING PRODUCTS IN- 
DUSTRY; DESCALING CHEMICALS FOR USE IN THE MANU- 
FACTURE OF LAUNDRY DETERGENTS; WATER SOFTENER 
SALT (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR LAUNDRY BLEACH AND DETERGENT; GENERAL PUR- 
POSE HOUSEHOLD CLEANING, POLISHING, SCOURING AND 
ABRASIVE PREPARATIONS; LAUNDRY AND DISHWASHING 
DETERGENTS: CHEMICAL DECALCIFYING AND DESCALING 
LAUNDRY PREPARATIONS AND ALL-PURPOSE HOUSEHOLD 
CLEANERS; WATER SOFTENER SOLD IN A LAUNDRY DE- 
TERGENT; LAUNDRY ADDITIVES, NAMELY, BLEACH, BLU- 
ING, PRE-SOAK, AND FABRIC SOFTENERS (U.S. CLS. 1, 4, 
6, 50, 51 AND 52). 


SN 75-851,143. VAN MELLE NEDERLAND B. V., 4815 HK 
BREDA, NETHERLANDS, FILED 11-17-1999. 


MENTOS 


OWNER OF U.S. REG. NOS. 835,164, 932,951 AND 2,220,255 


CLASS 18—LEATHER GOODS 


FOR ALL PURPOSE SPORTS BAGS (U.S. CLS 
AND 41). 


L232 


CLASS 25—CLOTHING 


FOR CLOTHING, NAMELY, T-SHIRTS, GOLF SHIRTS, DENIM 
SHIRTS, SWEATERS, AND TIES (U.S. CLS. 22 AND 39). 


CLASS 28—TOYS AND SPORTING GOODS 


FOR TOY CANDY DISPENSING MACHINES (U.S. CLS. 22, 
23, 38 AND 50). 


SN 75-853,552. BANKERS SYSTEMS, INC., ST. CLOUD, MN. 
FILED 11-19-1999. 


EXPERE 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR COMPUTER SOFTWARE FOR CREATING, COMPLETING 
AND PROCESSING FORMS ON ELECTRONIC, MAGNETIC AND 
OPTICAL MEDIA USED FOR BANKING, LOAN AND DEPOSIT 
TRANSACTIONS; FORMS USED FOR BANKING, LOAN AND 
DEPOSIT TRANSACTIONS ALL STORED ON ELECTRONIC, 
MAGNETIC AND OPTICAL STORAGE MEDIA; PRE-RECORDED 
COMPUTER PROGRAMS AND USER MANUALS SOLD AS A 
UNIT TO FINANCIAL INSTITUTIONS FOR IMPLEMENTING, 
DOCUMENTING AND MONITORING CUSTOMER LOANS AND 
DEPOSIT ACCOUNTS AND INTERFACING WITH OTHER COM- 
PUTER SYSTEMS OF THE USER INSTITUTION; DATABASE 
AND KNOWLEDGEBASE SOFTWARE FEATURING BANKING 
REGULATIONS AND REQUIREMENTS, FORMS AND SUP- 
PORTING DOCUMENTATION FOR COMPLETION OF FORMS: 
COMPUTER DATABASE AND KNOWLEDGEBASE FEATURING 
BANKING REGULATIONS AND REQUIREMENTS, FORMS AND 
SUPPORTING DOCUMENTATION RECORDED ON ELEC- 
TRONIC, MAGNETIC AND OPTICAL MEDIA AND AVAILABLE 
ON-LINE, VIDEOTAPES FEATURING FEDERAL, STATE AND 
LOCAL TAX INFORMATION (U.S. CLS. 21, 23, 26, 36 AND 
38) 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PRINTED AND PARTIALLY PRINTED FORMS USED 
FOR BANKING, LOAN AND DEPOSIT TRANSACTIONS; PRINT- 
ED PRODUCTS AND MATERIALS FOR FINANCIAL INSTITU- 
TIONS AND ORGANIZATIONS, NAMELY, FORMS, AGREE- 
MENTS, CONTRACTS, SIGNATURE CARDS, DOCUMENTS, 
PROMOTIONAL MATERIALS IN THE NATURE OF DRIVE-UP 
ENVELOPE, STATEMENT ENCLOSURES, PAPER LOBBY DIS- 
PLAY SIGNS, GREETING CARDS, TRAINING AND INSTRUC- 
TIONAL MANUALS PERTAINING TO THE IMPLEMENTATION 
AND USE OF QUALIFIED RETIREMENT PLANS AND TAX 
SHELTER ACCOUNTS; PRINTED PERIODICAL PUBLICATIONS, 
NAMELY, NEWSLETTERS AND MAGAZINES PERTAINING TO 
BANKING LAW AND THE EDUCATION AND TRAINING OF 
BANK DIRECTORS, OFFICERS AND EMPLOYEES, AND NEWS- 
LETTERS PERTAINING TO FINANCIAL PLANNING (U.S. CLS 
2, 5, 22, 23, 29, 37, 38 AND 50) 


CLASS 35—ADVERTISING AND BUSINESS 


FOR MAIL ORDER CATALOG AND TELEPHONE ORDER 
SERVICES FEATURING PRODUCTS DEALING WITH COMPLI- 
ANCE ISSUES OF FINANCIAL INSTITUTIONS, NAMELY, COM- 
PUTER SOFTWARE, PRINTED FORMS, VIDEOTAPES, PRINTED 
PUBLICATIONS, NAMELY, BOOKS, MANUALS, PERIODICAL 
NEWSLETTERS. LEGAL/TECHNICAL BULLETINS, AND KITS 
COMPRISING COMPUTER SOFTWARE, VIDEOTAPE AND 
MANUAL (U.S. CLS. 100, 101 AND 102). 


CLASS 36—INSURANCE AND FINANCIAL 


FOR FINANCIAL MANAGEMENT AND FINANCIAL CON- 
SULTING SERVICES (U.S. CLS. 100, 101 AND 102) 


SN 75-854,503. CUIRCO DIFFUSION, 77290 MITRY MORY, 
FRANCE, FILED 11-23-1999 


TOM COLLINS 


OWNER OF FRANCE REG. NO. 99781834, DATED 3-19-1999, 
EXPIRES 3-19-2009. 

THE MARK DOES NOT IDENTIFY A PARTICULAR LIVING 
INDIVIDUAL. 


OFFICIAL GAZETTE 


FEB 20, 2001 


CLASS 18—LEATHER GOODS 

FOR LEATHER AND IMITATIONS OF LEATHER SOLD IN 
BULK; ANIMAL SKINS; TRUNKS FOR TRAVELING AND 
TRAVELING BAGS; UMBRELLAS, PARASOLS AND WALKING 
STICKS; WHIPS AND SADDLERY (U.S. CLS. 1, 2, 3, 22 AND 
41). 


CLASS 25—CLOTHING 


FOR CLOTHING, NAMELY PANTS, SHIRTS, TOPS AND BOT- 
TOMS, FOOTWEAR EXCEPT ORTHOPEDIC FOOTWEAR AND 
HEAD GEAR NAMELY HATS, COTTON SUNHATS AND CAPS 
(U.S. CLS. 22 AND 39). 


SN 75-856,405. KELLEY COMPANY, INC., MEQUON, WI. FILED 
11-23-1999 


FLEX BACK 


CLASS 6—METAL GOODS 


FOR METALLIC OVERHEAD DOCK DOORS AND COMPO- 
NENTS THEREOF (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50). 


CLASS 19—NON-METALLIC BUILDING 
MATERIALS 


FOR NON-METALLIC DOCK DOORS AND COMPONENTS 
THEREOF (U.S. CLS. 1, 12, 33 AND 50). 


SN 75-857,630. KNIEVEL, ROBERT CRAIG, AKA EVEL 
KNIEVEL, LAS VEGAS, NV. FILED 11-24-1999. 


EVEL KNIEVEL 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR BOOKS FEATURING EVEL KNIEVEL, MOTORCYCLE 
AND STUNT-RELATED SUBJECT MATTER, CHILDREN’S 
BOOKS, COMIC BOOKS, ACTIVITY BOOKS AND AUDIO CAS- 
SETTES OR DISKS FEATURING EVEL KNIEVEL, MOTOR- 
CYCLE AND STUNT-RELATED SUBJECT MATTERS, SOLD AS 
A UNIT, COLORING BOOKS, STICKER ALBUMS, PENS, PEN- 
CILS. MARKERS, CRAYONS, MAGNETIC SLATES, DECORA- 
TIVE PENCIL TOP ORNAMENTS, PEN AND PENCIL HOLDERS, 
PEN AND PENCIL CASES, PEN AND PENCIL BOXES, DRAW- 
ING RULERS, RUBBER STAMPS, TEMPORARY PAPER TAT- 
TOOS, STATIONERY, ENVELOPES, NOTE CARDS, NOTE 
PAPER, PADS, NOTEBOOKS, BINDERS, POSTCARDS, TRAD- 
ING CARDS, BOOK MARKS, DECALS, PLAYING CARDS, PA- 
PERWEIGHTS, PAPER PARTY DECORATIONS, PHOTO- 
GRAPHIC AND PICTORIAL PRINTS, AND MOUNTED AND 
UNMOUNTED PHOTOGRAPHS (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND S50). 

FIRST USE 12-0-1967; IN COMMERCE 12-0-1967. 


CLASS 25—CLOTHING 


FOR SHIRTS, BLOUSES, T-SHIRTS, TANK TOPS, TOPS, 
VESTS, SWEATERS, JUMPSUITS, ROMPERS, OVERALLS, 
JACKETS, PANTS, SHORTS, LEGGINGS, BOTTOMS, 
SWEATSHIRTS, SWEAT PANTS, SWEAT SUITS, JOGGING 
SUITS, SLEEPWEAR, TIES, SWIMWEAR, HEADBANDS, SUS- 
PENDERS, WRIST BANDS, HATS, CAPS, VISORS, AND HAL- 
LOWEEN AND MASQUERADE COSTUMES AND MASKS SOLD 
IN CONNECTION THEREWITH (U.S. CLS. 22 AND 39). 

FIRST USE 12-0-1967; IN COMMERCE 120-1967. 
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SN 75-858,634. NEW WORLD AVIATION, INC., ALLENTOWN., 
PA. FILED 11-30-1999. 


EXPERIENCE THE NEW 
WORLD ART OF 
TRAVELLING 


CLASS 35—ADVERTISING AND BUSINESS 

FOR AIRCRAFT MANAGEMENT SERVICES, NAMELY, AR- 
RANGING FOR THE MAINTENANCE, FUELING, INSURANCE, 
HOUSING, AND STAFFING OF AIRCRAFT OWNERS; CON- 
SULTING WITH AIRCRAFT OWNERS CONCERNING THE SE- 
LECTION OF AIRCRAFT, SELECTION OF AIRCRAFT FUR- 
NISHINGS, SELECTION OF AVIONICS SYSTEMS, AND COM- 
PLIANCE WITH REGULATORY REQUIREMENTS (U.S. CLS. 
100, 101 AND 102). 


CLASS 37—CONSTRUCTION AND REPAIR 

FOR AIRCRAFT MAINTENANCE AND INSTALLATION AND 
MAINTENANCE OF AVIONICS IN THE FORM OF AIRCRAFT 
INSTRUMENTATION, FLIGHT MANAGEMENT SYSTEMS, 
TRAFFIC COLLISION AVOIDANCE SYSTEMS, GROUND PROX- 
IMITY WARNING SYSTEMS, AIRBORNE DIGITAL AND SAT- 
ELLITE TELEPHONE SYSTEMS AND CABIN ENTERTAINMENT 
SYSTEMS (U.S. CLS. 100, 103 AND 106). 


CLASS 39—TRANSPORTATION AND 
STORAGE 


FOR AIRPLANE CHARTERING AND HELICOPTER CHAR- 
TERING (U.S. CLS. 100 AND 105). 


SN 75-859,182. DANNON COMPANY, INC., THE, TARRYTOWN, 
NY. FILED 11-29-1999. 


WAY TO GROW 


CLASS 29—MEATS AND PROCESSED FOODS 
FOR YOGURT-BASED BEVERAGES (U.S. CL. 46). 


CLASS 30—STAPLE FOODS 
FOR PUDDINGS (U.S. CL. 46). 


SN 75-859,203. TRUSERV CORPORATION, CHICAGO, IL. FILED 
11-29-1999. 


GRILL ZONE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“GRILL”, APART FROM THE MARK AS SHOWN. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR INFORMATIONAL BROCHURES ABOUT OUTDOOR 
COOKING DEVICES AND ACCESSORIES OTHER THAN FOOD 
PRODUCTS; PAPER SIGNS AND POSTERS (U.S. CLS. 2, 5, 22. 
23, 29, 37, 38 AND 50). 


U.S. PATENT AND TRADEMARK OFFICE 


TM 61 


CLASS 35—ADVERTISING AND BUSINESS 


FOR PROVIDING NATIONAL AND LOCAL COOPERATIVE 
ADVERTISING TO OTHERS; BUSINESS SERVICES, NAMELY 
MARKETING CONSULTING, PRODUCT MERCHANDISING, 
BUSINESS MERCHANDISING DISPLAY SERVICES, AND DE- 
VELOPING PROMOTIONAL CAMPAIGNS FOR BUSINESSES: 
RETAIL STORE SERVICES FEATURING OUTDOOR COOKING 
DEVICES AND ACCESSORIES OTHER THAN FOOD PRODUCTS 
(U.S. CLS. 100, 101 AND 102). 


SN 75-859,218. TRUSERV CORPORATION, CHICAGO, IL. FILED 
11-29-1999. 


BUY WHAT YOU WANT. 
RENT WHAT YOU NEED. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR INFORMATIONAL BROCHURES AND FLYERS ON THE 
SUBJECT OF RENTING AND LEASING EQUIPMENT, FUR- 
NITURE AND SUPPLIES FOR INDUSTRIAL, COMMERCIAL 
AND DOMESTIC PURPOSES, NAMELY, PARTY AND BAN- 
QUET SUPPLIES, EXERCISE APPARATUS, FURNITURE, SICK- 
ROOM SUPPLIES, PAPERING APPURTENANCES, PAINTING 
SUPPLIES, AUTOMOTIVE TOOLS AND EQUIPMENT, CAMPING 
AND RECREATIONAL EQUIPMENT, OFFICE EQUIPMENT, AIR 
TREATING APPLIANCES, HOUSEHOLD REPAIR, CLEANING 
AND MAINTENANCE EQUIPMENT, HAND AND POWER 
TOOLS, PLUMBING EQUIPMENT, CONTRACTOR'S EQUIP- 
MENT AND CONSTRUCTION EQUIPMENT; PAPER SIGNS AND 
POSTERS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


CLASS 35—ADVERTISING AND BUSINESS 


FOR PROVIDING NATIONAL AND LOCAL COOPERATIVE 
ADVERTISING TO OTHERS; BUSINESS SERVICES, NAMELY, 
MARKETING CONSULTING, PRODUCT MERCHANDISING, 
BUSINESS MERCHANDISING DISPLAY SERVICES, AND DE- 
VELOPING PROMOTIONAL CAMPAIGNS FOR BUSINESSES 
(U.S. CLS. 100, 101 AND 102). 


SN 75-860,819. SAND HILL CAPITAL II, LP, MENLO PARK, 
CA. BY ASSIGNMENT CORPORATION, VISTO, MOUNTAIN 
VIEW, CA. FILED 11-30-1999. 


visto\com 


OWNER OF U.S. REG. NOS. 2,309,656, 2,327,110 AND OTH- 
ERS. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER SOFTWARE, NAMELY, SYNCHRONI- 
ZATION SOFTWARE TO KEEP CONTENTS UP TO DATE ON 
MULTIPLE COMPUTERS AND TO ALLOW THE USER TO CRE- 
ATE AND SHARE INTEGRATED WEB-BASED APPLICATIONS 
(U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 10-25-1999; IN COMMERCE 10-25-1999. 
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CLASS 42—MISCELLANEOUS SERVICES 

FOR COMPUTER ORGANIZER SERVICES WHICH ALLOW 
INDIVIDUALS AND BUSINESSES TO CUSTOM SEARCH, 
MAINTAIN, ORGANIZE, AND RETRIEVE PERSONAL INFOR- 
MATION ON A GLOBAL COMPUTER NETWORK (U.S. CLS 
100 AND 101) 

FIRST USE 10-25-1999; IN COMMERCE 10-25-1999 


SN 75-861,183. SAND HILL CAPITAL Il, LP, MENLO PARK, 
CA. BY ASSIGNMENT VISTO CORPORATION, MOUNTAIN 
VIEW, CA. FILED 11-30-1999. 


LIFE ON THE DOT 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER SOFTWARE, NAMELY, SYNCHRONI- 
ZATION SOFTWARE TO KEEP CONTENTS UP TO DATE ON 
MULTIPLE COMPUTERS AND TO ALLOW THE USER TO CRE- 
ATE AND SHARE INTEGRATED WEB-BASED APPLICATIONS 
(U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 10-25-1999; IN COMMERCE 10-25-1999. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR COMPUTER ORGANIZER SERVICES WHICH ALLOW 
INDIVIDUALS AND BUSINESSES TO CUSTOM SEARCH, 
MAINTAIN, ORGANIZE, AND RETRIEVE PERSONAL INFOR- 
MATION ON A GLOBAL COMPUTER NETWORK (U.S. CLS. 
100 AND 101) 

FIRST USE 10-25-1999, IN COMMERCE 10-25-1999. 


SN 75-861,185. SAKS & COMPANY, BIRMINGHAM, AL. FILED 


11-30-1999 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR AFTER-SHAVE LOTIONS, ASTRINGENTS FOR COS- 
METIC PURPOSES, BODY POWDER, BUBBLE BATH, HAIR 
CONDITIONERS, COSMETIC PENCILS, BODY CREAM, COLD 
CREAM, EYE CREAM, HAND CREAM, NIGHT CREAM, SHAV- 
ING CREAM, SKIN CLEANSING CREAM AND LOTION, SKIN 
CREAM, ESSENTIAL OILS FOR PERSONAL USE, EYE AND 
FACIAL MAKEUP, EYE PENCILS, EYE SHADOW, EYEBROW 
PENCILS, EYELINER, FACE POWDER, FACIAL SCRUBS, 
FOUNDATION MAKEUP, BATH GEL, HAIR GEL, SHAVING 
GEL, SHOWER GEL, LIP GLOSS, HAIR DRESSINGS FOR MEN, 
HAIR RINSES, INCENSE, NON-MEDICATED LIP BALM, LIP- 
STICK. BODY LOTIONS. MASCARA, MASSAGE OIL, SKIN 
MOISTURIZER, NAIL CARE PREPARATIONS, NAIL POLISH, 
BABY OIL. BATH AND BODY OIL, PERFUME, POTPOURRI, 
SACHETS, BATH SALTS, BABY SHAMPOO, HAIR SHAMPOO, 
SKIN CLARIFIERS, SKIN TONERS, SKIN SOAP, TOILET SOAP, 
SUN BLOCK PREPARATIONS, SUN SCREEN PREPARATIONS. 
SUN TANNING PREPARATIONS, TOILET WATER, PRE-MOIST- 
ENED COSMETIC TOWELETTES, VANISHING CREAM, WRIN- 
KLE REMOVING SKIN CARE PREPARATION (U.S. CLS. 1. 4. 
6, 50, 51 AND 52) 


OFFICIAL GAZETTE 


FEB 20, 2001 


CLASS 4—LUBRICANTS AND FUELS 
FOR CANDLES (U.S. CLS. 1, 6 AND 15). 


CLASS 18—LEATHER GOODS 


FOR ATTACHE CASES, BACKPACKS, CARRY-ON BAGS, 
CLUTCH BAGS, OVERNIGHT BAGS, SHOULDER BAGS, TOTE 
BAGS, TRAVEL BAGS, BILLFOLDS, BRIEFCASES, BUSINESS 
CARD CASES, CHANGE PURSES, CLUTCH PURSES, HAND- 
BAGS, KEY CASES, LEATHER KEY FOBS, OVERNIGHT 
CASES, POCKETBOOKS, PURSES, SATCHELS, SPORTS BAGS, 
SUITCASES, UMBRELLAS, VANITY CASES SOLD EMPTY, 
WALLETS (U.S. CLS. 1, 2, 3, 22 AND 41). 


CLASS 25—CLOTHING 


FOR CLOTHING FOR MEN, WOMEN AND CHILDREN, 
NAMELY, SUITS, LEATHER COATS, LEATHER JACKETS, 
PANTSUITS, COATS, DRESSES, SKIRTS, SHUTS, TOPS, BOT- 
TOMS, JACKETS, BLOUSES, PANTS, SWEATERS, VESTS, 
JUMPSUITS, BODYSUITS, BUSTIERS, UNDERWEAR, LIN- 
GERIE, PAJAMAS, LOUNGERS, BRAS, CAMISOLES, PANTIES, 
STOCKINGS, SOCKS, GLOVES. SWIMSUITS, BATHROBES, 
SCARVES, BELTS, HATS, CAPS, COLLARS, __ TIES, 
CUMBERBUNDS, T-SHIRTS, TUNICS, TURTLENECKS, CARDI- 
GANS, SHIRTJACKETS, SHIRTDRESSES, JEANS, BLAZERS, 
SWEATPANTS, SWEATSHIRTS, TIGHTS, LEGGINGS, TROU- 
SERS, LOUNGEWEAR, JOGGING SETS, EVENING GOWNS, 
UNITARDS, LEOTARDS, JERSEYS, CAPES, CHEMISES, BEACH- 
WEAR, BLOUSES, BOXER SHORTS, CAPES, CARDIGANS, CHE- 
MISES, CLOTHING DUSTERS, FOUNDATION GARMENTS, FUR 
COATS, FUR JACKETS, FUR STOLES, HEAD WEAR, HOUSE- 
COATS, JEANS, JODHPURS, JOGGING SUITS, JUMPSUITS, 
KNIT SHIRTS, NECKERCHIEFS, NECKTIES, NEGLIGEES, 
NIGHT GOWNS, NIGHT SHIRTS, PEDAL PUSHERS, PEIGNOIRS, 
PETTICOATS, POLO SHIRTS, PULLOVERS, RAINWEAR, 
ROBES, SCARVES, SUN VISORS, TEDDIES, VESTS, LEG 
WARMERS, BOOTS, SNEAKERS, SANDALS AND SHOES FOR 
MEN, WOMEN AND CHILDREN (U.S. CLS. 22 AND 39). 


SN 75-862,084. SAND HILL CAPITAL II, LP, MENLO PARK, 
CA. BY ASSIGNMENT VISTO CORPORATION, MOUNTAIN 
VIEW. CA. FILED 12-1-1999 


VISTO.COM 


OWNER OF U.S. REG. NOS. 2,309,656, 2,327,110 AND OTH- 
ERS. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER SOFTWARE. NAMELY, SYNCHRONI- 
ZATION SOFTWARE TO KEEP CONTENTS UP TO DATE ON 
MULTIPLE COMPUTERS AND TO ALLOW THE USER TO CRE- 
ATE AND SHARE INTEGRATED WEB-BASED APPLICATIONS 
(U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 10-0-1997; IN COMMERCE 10-0-1997. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR COMPUTER ORGANIZER SERVICES WHICH ALLOW 
INDIVIDUALS AND BUSINESSES TO CUSTOM SEARCH, 
MAINTAIN, ORGANIZE, AND RETRIEVE PERSONAL INFOR- 
MATION ON A GLOBAL COMPUTER NETWORK (U.S. CLS. 
100 AND 101). 

FIRST USE 10-0-1997; IN COMMERCE 10-0-1997. 
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SN 75-863,356. FOOD FOR THOUGHT PRODUCTIONS (CHI- 
CAGO), INC., CHICAGO, IL. FILED 12-4-1999. 


HIDDEN-JOURNEYS 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR PRERECORDED VIDEO TAPES FEATURING THE CUL- 
TURE OF VARIOUS COUNTRIES (U.S. CLS. 21, 23, 26, 36 AND 
38). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR ENTERTAINMENT IN THE NATURE OF A TELEVISION 
SERIES PROVIDING EDUCATION AND ENTERTAINMENT ON 
CULTURE (U.S. CLS. 100, 101 AND 107) 


SN 75-864.021. PATAGON.COM HOLDINGS LIMITED, BSX, BA- 
HAMAS, BY ASSIGNMENT PATAGON.COM _ INTER- 
NATIONAL LIMITED, NASSAU, BAHAMAS, _ FILED 
12-3-1999 


PATAGON:COM 


CLASS 36—INSURANCE AND FINANCIAL 

FOR FINANCIAL INFORMATION SERVICES, NAMELY, ON- 
LINE INFORMATION REGARDING WORLD FINANCIAL MAR- 
KETS; BROKERAGE AND ON-LINE SECURITIES BROKERAGE 
FOR LATIN AMERICAN SECURITIES; AND INSURANCE BRO- 
KERAGE SERVICES (U.S. CLS. 100, 101 AND 102). 


CLASS 38—COMMUNICATION 


FOR PROVIDING ON-LINE CHAT ROOMS AND PROVIDING 
ON-LINE ELECTRONIC BULLETIN BOARDS FOR TRANS- 
MISSION OF MESSAGES AMONG COMPUTER USERS CON- 
CERNING FINANCIAL INVESTING (U.S. CLS. 100, 101 AND 
104). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR ENTERTAINMENT SERVICES, NAMELY PROVIDING 
ON-LINE MARKET TRADING GAME (U.S. CLS. 100, 101 AND 
107) 


CLASS 42—MISCELLANEOUS SERVICES 

FOR NEWS AGENCIES, NAMELY, GATHERING AND DIS- 
SEMINATION OF ON-LINE NEWS REPORTS (U.S. CLS. 100 
AND 101). 
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SN 75-864,699. ICORPS TECHNOLOGIES, INC., BOSTON, MA. 
FILED 12-6-1999. 


yCorps 


THE STIPPLING IN THE DRAWING IS A FEATURE OF THE 
MARK AND DOES NOT INDICATE COLOR. 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR MAINTENANCE OF COMPUTER HARDWARE; INSTAL- 
LATION OF COMPUTER NETWORKS (U.S. CLS. 100, 103 AND 
106). 

FIRST USE 2-1-1999; IN COMMERCE 2-1-1999. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR INFORMATION-TECHNOLOGY CONSULTING SERV- 
ICES, NAMELY NETWORK-DESIGN AND NETWORK-INSTAL- 
LATION CONSULTING, TECHNOLOGY-ASSESSMENT AND 
TECHNOLOGY-PLANNING CONSULTING, APPLICATION-DE- 
VELOPMENT CONSULTING, SYSTEM-INTEGRATION AND 
SYSTEM-MAINTENANCE CONSULTING, CONSULTING RE- 
GARDING CONNECTIVITY TO A GLOBAL COMPUTER INFOR- 
MATION NETWORK, WEBSITE-DEVELOPMENT AND 
WEBSITE-MAINTENANCE CONSULTING, AND FIREWALL 
AND SECURITY CONSULTING; COMPUTER NETWORK DE- 
SIGN FOR OTHERS, DESIGN OF COMPUTER SOFTWARE FOR 
OTHERS, INTEGRATION OF COMPUTER SYSTEMS AND NET- 
WORKS, WEBSITE DEVELOPMENT MAINTENANCE FOR OTH- 
ERS, PROVIDING COMPUTER FIREWALL SECURITY SERV- 
ICES REGARDING INFORMATION TECHNOLOGY, AND IN- 
STALLATION AND MAINTENANCE OF COMPUTER SOFT- 
WARE (U.S. CLS. 100 AND 101). 

FIRST USE 2-1-1999; IN COMMERCE 2-1-1999. 


SN 75-864,826. AMERICAN TOOL EXCHANGE, 
MOUNT, CA. FILED 12-6-1999. 


AMERICAN 


TOOL. EEXCHANGI: 


Iuvl. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
‘AMERICAN TOOL”, APART FROM THE MARK AS SHOWN. 


CLASS 7—MACHINERY 


FOR POWER-OPERATED INDUSTRIAL TOOLS, NAMELY, 
ELECTRIC DRILLS, ELECTRIC SAWS, ELECTRIC GRINDERS, 
ELECTRIC BLOWERS, ELECTRIC SANDERS, HYDRAULIC 
JACKS, VISES (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 


CLASS 8—HAND TOOLS 

FOR HAND-OPERATED INDUSTRIAL TOOLS, NAMELY, 
SCREWDRIVERS, PLIERS, RATCHETS, STRIKING TOOLS. 
SHEARS, WRENCHES, SOCKETS (U.S. CLS. 23, 28 AND 44). 
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SN 75-864,828. TECHNOLOGY CONCEPTS PRODUCTS, INC., 
TOLEDO, OH. FILED 12-6-1999. 


ACCUSPEC 


CLASS 40—MATERIAL TREATMENT 


FOR CUSTOM MANUFACTURING OF INDUSTRIAL AND 
COMMERCIAL ELECTRO-MECHANICAL MACHINERY, EQUIP- 
MENT AND PARTS TO THE ORDER AND SPECIFICATION OF 
OTHERS (U.S. CLS. 100, 103 AND 106). 

FIRST USE 11-29-1999; IN COMMERCE 11-29-1999. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR PRODUCT DEVELOPMENT AND ENGINEERING; AND 
INDUSTRIAL DESIGN OF INDUSTRIAL AND COMMERCIAL 
ELECTRO-MECHANICAL MACHINERY, EQUIPMENT AND 
PARTS TO THE ORDER AND SPECIFICATION OF OTHERS 
(U.S. CLS. 100 AND 101). 

FIRST USE 11-29-1999; IN COMMERCE 11-29-1999. 


SN 75-865 746. ERCO LEUCHTEN GMBH, 
LUDENSCHEID, FED REP GERMANY, FILED 1 1-2-1999. 


ERCO 


OWNER OF FED REP GERMANY REG. NO. 976173, DATED 
9-7-1978, EXPIRES 4-30-2006. 
OWNER OF U.S. REG. NO. 1,041,518. 


$8507 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR CONTROLLERS FOR ELECTRIC LIGHTING SYSTEMS, 
NAMELY STROBOSCOPES, ELECTRICAL CONTROLLERS FOR 
THE CONVERSION OF LOW- FREQUENCY VIBRATIONS INTO 
LIGHT EFFECTS, AND ELECTRICAL CONTROLLERS FOR PRO- 
DUCING LIGHT VIBRATIONS, ILLUMINATED SIGNS MADE 
OF PLASTIC AND METAL, NAMELY DIRECTIONAL SIGNS 
AND STREET SIGNS, AND REMOTE CONTROLS FOR ELEC- 
TRIC LIGHTING SYSTEMS (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 
FOR ELECTRIC LIGHTING FIXTURES AND PARTS THERE- 


OF, NAMELY, PICKUP RAILS (U.S. CLS. 13, 21, 23, 31 AND 
34) 


SN 75-866,906. HOWARD FOUNDATION (HOLDINGS) LIMITED, 
GREAT SHELFORD, CAMBRIDGE, UNITED KINGDOM, 
FILED 12-9-1999 


RWX NON-ALCOHOLIC RED 
WINE EXTRACT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**NON-ALCOHOLIC RED WINE EXTRACT", APART FROM THE 
MARK AS SHOWN. 


OFFICIAL GAZETTE 
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CLASS 5—PHARMACEUTICALS 


FOR DIETARY AND NUTRITIONAL SUPPLEMENTS, NAME- 
LY, FRUIT AND VEGETABLE EXTRACTS USE AS ANTI- 
OXIDANTS (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


CLASS 29—MEATS AND PROCESSED FOODS 

FOR FRUIT AND VEGETABLE PASTES AND PRESERVES 
FEATURING ANTIOXIDANT PROPERTIES; DRIED FRUITS AND 
VEGETABLES FEATURING ANTIOXIDANT PROPERTIES; 
PREPARATIONS FOR MAKING SOUPS, NAMELY, SOUP MIXES 
AND BROTH (U.S. CL. 46) 


CLASS 30—STAPLE FOODS 


FOR FARINACEOUS FOOD STUFFS, NAMELY PRETZELS, 
COOKIES AND CAKES (U.S. CL. 46). 


CLASS 32—LIGHT BEVERAGES 


FOR FRUIT AND VEGETABLE JUICES AND JUICE CON- 
CENTRATES FEATURING ANTIOXIDANT PROPERTIES (U.S. 
CLS. 45, 46 AND 48). 


CLASS 33—WINES AND SPIRITS 


FOR WINE, BEER, ALCOHOLIC MALT COOLERS, AND PRE- 
PARED ALCOHOLIC COCKTAILS (U.S. CLS. 47 AND 49). 


SN 75-866,979. PAINEWEBBER 
WEEHAWKEN, NJ. FILED 12-8-1999. 


INCORPORATED, 


GRANDPARENT 
CONNECTION 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR INTERACTIVE GAME IN THE FIELD OF FINANCIAL 
EDUCATION COMPRISED OF COMPUTER HARDWARE AND 
SOFTWARE, NAMELY CD-ROMS AND DISKS AND INSTRUC- 
TIONAL MANUALS THEREFOR; CD-ROMS AND INSTRUC- 
TIONAL MANUALS SOLD AS A KIT IN THE NATURE OF 
EDUCATION ON FINANCE FOR SENIOR CITIZENS AND CHIL- 
DREN (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PUBLICATIONS, NAMELY, MAGAZINES, BROCHURES, 
BOOKS, PAMPHLETS, INSTRUCTIONAL BOOKS, STICKERS, IN 
THE FIELD OF FINANCE DIRECTED TO CHILDREN AND SEN- 
IOR CITIZENS TO PROMOTE INTERGENERATIONAL SOCIAL- 
IZATION OPPORTUNITIES (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 


CLASS 28—TOYS AND SPORTING GOODS 


FOR BOARD GAMES, JIGSAW PUZZLES, TOY BANKS (U.S. 
CLS. 22, 23, 38 AND 50). 


CLASS 36—INSURANCE AND FINANCIAL 

FOR FINANCIAL SERVICES, NAMELY STOCK BROKERAGE, 
MONEY MANAGEMENT AND INVESTMENT ADVISORY SERV- 
ICES; INSURANCE UNDERWRITING SERVICES, NAMELY, 
LONG-TERM HEALTH INSURANCE (U.S. CLS. 100, 101 AND 
102). 
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CLASS 39—TRANSPORTATION AND 
STORAGE 


FOR TRAVEL CLUB SERVICES, NAMELY, ARRANGING DIS- 
CCUNTS FOR MEMBERS FOR INTERGENERATIONAL TRAVEL 
AND TRIPS (U.S. CLS. 100 AND 105). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL AND ENTERTAINMENT SERVICES, 
NAMELY, PROVIDING SEMINARS ON VARIOUS FINANCIAL 
TOPICS FOR SENIOR CITIZENS AND PROVIDING LIT- 
ERATURE IN DIRECT CONNECTION THEREWITH; ENTER- 
TAINMENT SERVICES, NAMELY, ARRANGING FOR THEATER 
TICKETS, BALLET TICKETS, AND DISCOUNTED MUSEUM 
TICKETS; CULTURAL ACTIVITIES IN THE NATURE OF PRI- 
VATE MUSEUM VISITS, WINE TASTINGS, FOOD TASTINGS 
AND PRIVATE BOOK READINGS BY AUTHORS; ARRANGING 
FOR DISCOUNTED TICKETS TO MUSEUMS AND EVENTS OF 
ALL KINDS; DINNER SEMINARS FEATURING SPEAKERS: 
AND ARRANGING GUIDED TRAVEL AND WALKING TOURS; 
PROVIDING SEMINARS ON THE TOPICS OF THEATER, ART, 
MUSIC, MOVIES, TELEVISION, FOOD, TRAVEL, HEALTH, AND 
TECHNOLOGY, CULTURAL ACTIVITIES IN THE NATURE OF 
PRIVATE MUSEUM TOURS, WINE TASTING TOURS, FOOD 
TASTING TOURS, AND PRIVATE BOOK READINGS BY AU- 
THORS; EDUCATIONAL SERVICES IN THE FIELD OF FI- 
NANCE, NAMELY, TRAINING OF FINANCIAL ADVISORS AND 
BROKERS; PROVIDING AN INTERACTIVE. MULTI-PLAYER 
GAME IN THE FIELD OF FINANCIAL EDUCATION AT A 
WEBSITE ON THE GLOBAL COMPUTER NETWORK (U.S. CLS. 
100, 101 AND 107). 


CLASS 42—MISCELLANEOUS SERVICES 

FOR DEVELOPMENT AND ADMINISTRATION OF PRO- 
GRAMS TO PARTNER CHARITIES WITH VOLUNTEERS, 
NAMELY, SENIOR CITIZENS AND THEIR CHILDREN OR 
GRANDCHILDREN (U.S. CLS. 100 AND 101). 


SN 75-867,494. BELLYBUTTON ONLINE, LLC, LOS ANGELES, 
CA. FILED 12-9-1999. 


bellybuttononline 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER SOFTWARE FOR TRANSMITTING LIVE IM- 
AGES, STREAMING IMAGES, AND PUSH IMAGES IN THE 
FIELD OF HUMAN RELATIONSHIPS (U.S. CLS. 21, 23, 26, 36 
AND 38). 
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CLASS 42—MISCELLANEOUS SERVICES 


FOR PROVIDING TEMPORARY USE OF ON-LINE NON- 
DOWNLOADABLE SOFTWARE FOR TRANSMITTING LIVE IM- 
AGES, STREAMING IMAGES, AND PUSH IMAGES IN THE 
FIELD OF HUMAN RELATIONSHIPS; REMOTE VIDEO SUR- 
VEILLANCE OF DAY CARE CENTERS FEATURING REAL 
TIME IMAGES ACCESSED THROUGH A GLOBAL COMPUTER 
NETWORK, NAMELY, PROVIDING LIVE IMAGES, STREAMING 
IMAGES, AND PUSH IMAGES OF CHILDREN AT CHILDCARE 
FACILITIES TO PARENTS AND SELECTED INDIVIDUALS VIA 
A GLOBAL COMPUTER NETWORK; COMPUTER SYSTEM IN- 
TEGRATION SERVICES (U.S. CLS. 100 AND 101). 


SN 75-868,346. BUSINESS TELECOM, 
FILED 12-9-1999. 


INC., RALEIGH, NC. 


BTI 


CLASS 38—COMMUNICATION 

FOR CABLE TELEVISION BROADCASTING SERVICES, 
NAMELY, ELECTRONIC TRANSMISSION OF DATA, VOICE, 
AND VIDEO FOR INTERACTIVE AND NON-INTERACTIVE EN- 
TERTAINMENT; AND VIDEO ON DEMAND TRANSMISSION 
SERVICES (U.S. CLS. 100, 101 AND 104). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR CABLE TELEVISION SCHEDULING AND PROGRAM- 
MING; AND DISTRIBUTION OF CABLE TELEVISION PRO- 
GRAMS FOR OTHERS (U.S. CLS. 100, 101 AND 107). 


SN 75-869,091. FIRSTWORLD COMMUNICATIONS, — INC., 
GREENWOOD VILLAGE, CO. FILED 12-10-1999. 


HOW BIG DO YOU WANT 
TO BE? 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR INSTALLATION, MAINTENANCE AND REPAIR OF 
COMPUTER NETWORK EQUIPMENT; INSTALLATION, MAIN- 
TENANCE AND REPAIR OF COMPUTER HARDWARE USED 
FOR DATA INTEGRATION AND MANAGEMENT, INSTALLA- 
TION, MAINTENANCE AND REPAIR OF TELECOMMUNI- 
CATIONS EQUIPMENT AND VIDEO EQUIPMENT (U.S. CLS. 
100, 103 AND 106). 


CLASS 38—COMMUNICATION 


FOR TELECOMMUNICATION SERVICES, NAMELY, E-MAIL 
SERVICES, VOICE MAIL SERVICES, AUDIO TELECONFER- 
ENCING SERVICES AND PROVIDING TELECOMMUNI- 
CATIONS CONNECTIONS TO A GLOBAL COMPUTER NET- 
WORK; ELECTRONIC COMMERCE SERVICES, NAMELY, 
ELECTRONIC TRANSMISSION AND RECEPTION OF DATA, 
DOCUMENTS .AND INFORMATION VIA COMPUTER ELEC- 
TRONIC DATA INTERCHANGE NETWORK SERVICES, ELEC- 
TRONIC TRANSMISSION OF DATA, ELECTRONIC FILE 
TRANSFER SERVICES OVER A GLOBAL COMPUTER NET- 
WORK; PROVIDING MULTIPLE USER ACCESS TO A GLOBAL 
COMPUTER INFORMATION NETWORK (U.S. CLS. 100, 101 
AND 104). 
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CLASS 42—MISCELLANEOUS SERVICES 

FOR COMPUTER CONSULTING SERVICES, NAMELY, DE- 
SIGNING, IMPLEMENTING AND MONITORING COMPUTER 
NETWORK SYSTEMS AND ELECTRONIC COMMERCE SYS- 
TEMS FOR OTHERS, DESIGNING, IMPLEMENTING AND 
HOSTING WEB SITES FOR OTHERS, DOMAIN NAME REG- 
ISTRATION SERVICES FOR OTHERS ON A GLOBAL COM- 
PUTER NETWORK, ASSESSING, DESIGNING, IMPLEMENTING, 
INTEGRATING, TESTING, MONITORING AND MANAGING OF 
LOCAL AREA NETWORKS (LAN) AND WIDE AREA NET- 
WORKS (WAN), PROVIDING FTP (FILE TRANSFER PRO- 
FOCOL) ACCESS TO GLOBAL COMPUTER NETWORKS (U.S 
CLS. 100 AND 101) 


SN 75-869,219 
12-13-1999 


NAPPA, JON S., LAURENS, NY. FILED 


TRUTH SLEUTH 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR PRERECORDED VIDEO TAPES FEATURING AN ANI- 
MATED CHILDREN’S PROGRAM SERIES THAT CONCERNS 
BIBLE EDUCATION; PRERECORDED AUDIO TAPES, COM- 
PACT DISCS, COMPUTER GAME SOFTWARE, AND INTER- 
ACTIVE MULTIMEDIA COMPUTER PROGRAMS FEATURING 
AN ANIMATED CHILDREN’S PROGRAM SERIES THAT CON- 
CERNS BIBLE EDUCATION; PRERECORDED AUDIO TAPES 
AND COMPACT DISCS FEATURING CHILDREN’S MUSIC; 
DECORATIVE MAGNETS (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PRINTED TEACHING, INSTRUCTIONAL, AND EDU- 
CATIONAL MATERIALS IN THE AREAS OF RELIGIOUS IN- 
STRUCTION AND BIBLE STUDY: CHILDREN’S BOOKS, 
COLORING BOOKS, COMIC BOOKS, CHILDREN’S ACTIVITY 
BOOKS, PICTURE BOOKS: NEWSLETTERS FOR MEMBERS IN 
A RELIGIOUS OR BIBLE YOUTH ORGANIZATION IN THE 
FIELD OF RELIGION AND BIBLE STUDY; ERASERS; PRINTED 
CERTIFICATES INDICATING MEMBERSHIP, RECOGNITION 
FOR ACHIEVEMENT, PARTICIPATION, AND COMPLETION OF 
WORK IN RELIGIOUS INSTRUCTION OR BIBLE STUDY PRO- 
GRAMS OR SCHOOLS, STICKERS, PAPER BADGES, PAPER 
NAME BADGES, DECALS; STATIONERY; PEN AND PENCIL 
SETS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


CLASS 28—TOYS AND SPORTING GOODS 


FOR BOARD GAMES; CHILDREN’S MULTIPLE ACTIVITY 
TOYS; CHILDREN’S MULTIPLE ACTIVITY KITS COMPRISED 
PRIMARILY OF PLASTIC TOY BADGES. TOY MAGNIFYING 
GLASSES, BOARD GAME, TOY COINS, AND TOY STAMPS 
SOLD AS A UNIT WITH BOOKS REGARDING BIBLE OR RELI- 
GIOUS SUBJECT MATTER, STICKERS, COLORING BOOKS, 
POSTERS, PICTURES, TOY ID CARDS, AND PRE-RECORDED 
VIDEO TAPES AND AUDIO TAPES REGARDING BIBLE OR 
RELIGIOUS SUBJECT MATTER: TOY DETECTIVE KITS COM- 
PRISED PRIMARILY OF TOY MAGNIFYING GLASSES. TOY 
TREASURE CHESTS, TOY COINS, TOY TREASURE MAPS, TOY 
ID CARDS, AND TOY PLASTIC BADGES ALL SOLD AS A 
UNIT WITH CONCORDANCE BOOKS, SCRIPTURE BOOKS, 
SUNGLASSES, POSTERS, COLORING BOOKS, AND PRE-RE- 
CORDED VIDEO TAPES AND AUDIO TAPES FEATURING 
BIBLE OR RELIGIOUS SUBJECT MATTER; TOY MAGNIFYING 
GLASSES; TOY BADGES; TOY PLASTIC BADGES; TOY COINS; 
TOY JEWELRY: PLUSH TOYS; DOLLS AND TOY FIGURINES 
(U.S. CLS. 22, 23, 38 AND 50) 
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SN 75-869,231. 
12-13-1999. 


SCHEDULE ME, INC., CHICAGO, IL. FILED 


SCHEDULE ME 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT 
**SCHEDULE”’, APART FROM THE MARK AS SHOWN. 


TO USE 


CLASS 35—ADVERTISING AND BUSINESS 

FOR SCHEDULING AND TIME MANAGING SERVICES REN- 
DERED BY MEANS OF A GLOBAL COMPUTER INFORMATION 
NETWORK, SPECIFICALLY OFFERING USERS THE ABILITY 
TO SCHEDULE BUSINESS APPOINTMENTS (U.S. CLS. 100, 101 
AND 102). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR SCHEDULING AND TIME MANAGING SERVICES REN- 
DERED BY MEANS OF A GLOBAL COMPUTER INFORMATION 
NETWORK, SPECIFICALLY OFFERING USERS THE ABILITY 
TO SCHEDULE PERSONAL APPOINTMENTS (U.S. CLS. 100 
AND 101). 


SN 75-869,872. INTEGRITY OFFICE SOLUTIONS, L.L.C., NEW 
YORK, NY. FILED 12-13-1999. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR PROVIDING A’ SINGLE SOURCE TURNKEY 
OUTSOURCING SOLUTION FOR COMPANIES THAT ARE UP- 
GRADING, EXPANDING OR MOVING IN THE NATURE OF 
PROCUREMENT SERVICES, NAMELY, PURCHASING OR 
LEASING OFFICE EQUIPMENT AND FURNITURE FOR OTHERS 
(U.S. CLS. 100, 101 AND 102). 

FIRST USE 5-0-1999; IN COMMERCE 5-0-1999. 


CLASS 36—INSURANCE AND FINANCIAL 


FOR PROVIDING A’ SINGLE SOURCE TURNKEY 
OUTSOURCING SOLUTION FOR COMPANIES THAT ARE UP- 
GRADING, EXPANDING OR MOVING, BY PROVIDING LEASE 
FINANCING (U.S. CLS. 100, 101 AND 102). 

FIRST USE 5-0-1999; IN COMMERCE 5-0-1999. 
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CLASS 37—CONSTRUCTION AND REPAIR 

FOR PROVIDING A_ SINGLE SOURCE TURNKEY 
OUTSOURCING SOLUTION FOR COMPANIES THAT ARE UP- 
GRADING, EXPANDING OR MOVING IN THE NATURE OF IN- 
STALLING OF OFFICE FURNITURE AND FLOORING, AND 
PLANNING, LAYING OUT AND CONSTRUCTING OF COM- 
MERCIAL OFFICE SPACE FOR OTHERS (U.S. CLS. 100. 103 
AND 106) 

FIRST USE 5-0-1999, IN COMMERCE 5-0-1999. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR PROVIDING A_ SINGLE SOURCE TURNKEY 
OUTSOURCING SOLUTION FOR COMPANIES, NAMELY, DE- 
SIGNING FOR OTHERS AN INTEGRATED PACKAGE OF OF- 
FICE EQUIPMENT, FURNITURE AND OFFICE LAYOUT PLAN- 
NING, INCLUDING COMPREHENSIVE PROJECT MANAGE- 
MENT AND TECHNOLOGY DESIGN AND TRANSFER, FOR 
USE IN ASSISTING BUSINESSES TO UPGRADE, EXPAND AND 
RELOCATE (U.S. CLS. 100 AND 101). 

FIRST USE 5-0-1999; IN COMMERCE 5-0-1999 


SN 75-870,683. HEALTH DIRECTIONS, INC., 
FILED 12-14-1999 


LONDON, KY 


CLASS 35—ADVERTISING AND BUSINESS 


FOR BUSINESS MANAGEMENT, BUSINESS ADMINISTRA- 
TION AND HEALTH CARE COST CONTAINMENT (U.S. CLS. 
100, 101 AND 102). 

FIRST USE 1-1-1996; IN COMMERCE 1-1-1996. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR HEALTH CARE CONSULTING SERVICES (U.S. CLS. 100 
AND 101). 

FIRST USE 1-1-1996; IN COMMERCE 1-1-1996. 
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SN 75-871,557. UBERTECH PRODUCTS, INC., HOUSTON, TX. 
FILED 12-14-1999 


PROTEUS 


CLASS 18—LEATHER GOODS 


FOR ATHLETIC BAGS, SPORTS BAGS, BARREL BAGS. 
BOOK BAGS. BEACH BAGS, CARRY-ON BAGS, DUFFEL 
BAGS, GOLF BAGS, GYM BAGS. OVERNIGHT BAGS, TOTE 
BAGS, TRAVEL BAGS, GARMENT BAGS, NON-MOTORIZED 
COLLAPSABLE LUGGAGE, FANNY PACKS, WAIST PACKS. 
HANDBAGS. KNAPSACKS, SATCHELS AND MESH SHOPPING 
BAGS (U.S. CLS. 1, 2, 3, 22 AND 41). 


CLASS 25—CLOTHING 

FOR CLOTHING, NAMELY, SHIRTS, T-SHIRTS, TANK-TOPS, 
HEADWEAR, SWIMWEAR, SWEATSHIRTS, JEANS, SHORTS, 
SPORTS BRAS. LEGGINGS, UNITARDS, BICYCLE AND 
WEIGHT LIFTING SHORTS, AND OUTERWEAR, NAMELY, 
BODY SUITS. JOGGING SUITS, VESTS, JACKETS, FLEECE 
PULLOVERS, ANORAKS, PARKAS, OVERCOATS. RAINCOATS, 
TRENCHCOATS, WIND RESISTANT JACKETS AND PEA 
COATS (U.S. CLS. 22 AND 39). 


SN 75-873.492. WARNER-LAMBERT COMPANY. MORRIS 
PLAINS, NJ. FILED 12-17-1999. 


CLOSE TO THE HEART 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR PRINTED MATERIALS, NAMELY, BROCHURES, NEWS- 
LETTERS, BULLETINS AND EDUCATION MATERIALS FOR 
THE TREATMENT OF HEART DISEASE (U.S. CLS. 2, 5, 22. 
23, 29, 37, 38 AND 50). 

FIRST USE 2-1-1999: IN COMMERCE 2-1-1999 


CLASS 42—MISCELLANEOUS SERVICES 


FOR PROVIDING HEALTH INFORMATION IN THE FIELD 
OF CORONARY HEART DISEASE AND PATIENT SELF-MAN- 
AGEMENT IN THE FIELD OF REDUCING THE RISK OF CORO- 
NARY HEART DISEASE (U.S. CLS. 100 AND 101). 

FIRST USE 2-1-1999; IN COMMERCE 2-1-1999. 


SN 75-873,493. WARNER-LAMBERT COMPANY, MORRIS 
PLAINS, NJ. FILED 12-17-1999. 


CLOSE TO THE HEART 
GOOD HEALTH IS IN YOUR 
HANDS 
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CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PRINTED MATERIALS. NAMELY BROCHURES, NEWS- 
LETTERS AND EDUCATIONAL MATERIALS FOR THE TREAT- 
MENT OF HEART DISEASE (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). 

FIRST USE 2-1-1999, IN COMMERCE 2-1-1999 


CLASS 42—MISCELLANEOUS SERVICES 

FOR PROVIDING HEALTH INFORMATION IN THE FIELD 
OF REDUCING THE RISK OF CORONARY HEART DISEASE 
(U.S. CLS. 100 AND 101) 

FIRST USE 2-1-1999; IN COMMERCE 2-1-1999. 


SN 75-877,293. TRITEC REAL ESTATE COMPANY, INC., EAST 
SETAUKET, NY. FILED 12-22-1999 


TRITEC 


CLASS 36—INSURANCE AND FINANCIAL 


FOR REAL ESTATE BROKERAGE SERVICES; REAL ESTATE 
FINANCING SERVICES; REAL ESTATE CONSULTATION SERV- 
ICES; REAL ESTATE PROPERTY MANAGEMENT AND FINAN- 
CIAL ASSET MANAGEMENT (U.S. CLS. 100, 101 AND 102) 

FIRST USE 1-2-1997, IN COMMERCE 1-2-1997. 


CLASS 37—CONSTRUCTION AND REPAIR 

FOR REAL ESTATE DEVELOPMENT; AND RESIDENTIAL 
AND COMMERCIAL BUILDING CONSTRUCTION (U.S. CLS 
100. 103 AND 106) 

FIRST USE 1-2-1997; IN COMMERCE 1-2-1997. 


SN 75-878,533. YOUWINITDOTCOM, INC., 
VA. FILED 12-22-1999 


FALLS CHURCH, 


YOUWINMAIL 


CLASS 35—ADVERTISING AND BUSINESS 


FOR BUSINESS MARKETING CONSULTATION SERVICES DI- 
RECTED TO TECHNOLOGY-BASED COMPANIES; ADVER- 
TISING FOR OTHERS VIA AN ON-LINE ELECTRONIC COMMU- 
NICATIONS NETWORK; PROMOTING THE GOODS AND SERV- 
ICES OF OTHERS THROUGH PROMOTIONAL CONTESTS AND 
SWEEPSTAKES: COMMERCIAL INFORMATION AGENCY, 
NAMELY, PROVIDING MARKETING AND DEMOGRAPHIC 
DATA ON CONSUMERS TO OTHERS, SAID DATA GATHERED 
VIA A GLOBAL COMMUNICATIONS NETWORK (U.S. CLS. 100. 
101 AND 102) 


OFFICIAL GAZETTE 


FEB 20, 2001 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR ENTERTAINMENT SERVICES, NAMELY, CONDUCTING 
CONTESTS IN THE FIELDS OF SPORTS, HEALTH, FITNESS, 
GEOGRAPHY, MATH, TRIVIA GAMES, AND GAMBLING 
GAMES VIA A GLOBAL COMMUNICATIONS NETWORK (U.S 
CLS. 100, 101 AND 107). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR COMPUTER SERVICES, NAMELY, HOSTING THE WEB 
SITES OF OTHERS ON A COMPUTER SERVER FOR A GLOBAL 
COMPUTER NETWORK; CREATING AND MAINTAINING 
WEBSITES FOR OTHERS (U.S. CLS. 100 AND 101). 


SN 75-878,534. YOUWINTDOTCOM, INC., FALLS CHURCH, VA. 
FILED 12-22-1999. 


YOUWINIT 


CLASS 35—ADVERTISING AND BUSINESS 


FOR BUSINESS MARKETING CONSULTATION SERVICES DI- 
RECTED TO TECHNOLOGY-BASED COMPANIES; ADVER- 
TISING FOR OTHERS VIA AN ON-LINE ELECTRONIC COMMU- 
NICATIONS NETWORK; PROMOTING THE GOODS AND SERV- 
ICES OF OTHERS THROUGH PROMOTIONAL CONTESTS AND 
SWEEPSTAKES; COMMERCIAL INFORMATION AGENCY, 
NAMELY, PROVIDING MARKETING AND DEMOGRAPHIC 
DATA ON CONSUMERS TO OTHERS, SAID DATA GATHERED 
VIA A GLOBAL COMMUNICATIONS NETWORK (U.S. CLS. 100, 
101 AND 102) 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR ENTERTAINMENT SERVICES, NAMELY, CONDUCTING 
CONTESTS IN THE FIELDS OF SPORTS, HEALTH, FITNESS, 
GEOGRAPHY, MATH, TRIVIA GAMES, AND GAMBLING 
GAMES VIA A GLOBAL COMMUNICATIONS NETWORK (U.S. 
CLS. 100, 101 AND 107). 


CLASS 42—MISCELLANEOUS SERVICES 

FOR COMPUTER SERVICES, NAMELY, HOSTING THE WEB 
SITES OF OTHERS ON A COMPUTER SERVER FOR A GLOBAL 
COMPUTER NETWORK; CREATING AND MAINTAINING 
WEBSITES FOR OTHERS (U.S. CLS. 100 AND 101). 


SN 75-879,118. ROOSTER PRODUCTS INTERNATIONAL, INC., 
SAN ANTONIO, TX. FILED 12-23-1999. 


BRACKEN CREEK 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR PORTABLE PHONE CASES, WALKIE-TALKIE CASES, 
AND PORTABLE COMPUTER BAGS (U.S. CLS. 21, 23, 26, 36 
AND 38). 


CLASS 18—LEATHER GOODS 


FOR CAMPING BAGS, BACKPACKS, TOTE BAGS, GAME 
BAGS, LUGGAGE, BRIEFCASES, PORTFOLIOS, DOG COLLARS, 
DOG LEASHES, AND HANDBAGS (U.S. CLS. 1, 2, 3, 22 AND 
41). 





FEB 20, 2001 


SN 75-879,776. VPROTECT SYSTEM INC., SAN MARINO, CA. 
FILED 12-23-1999. 


VPROTECT 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR SECURITY SURVEILLANCE EQUIPMENT, NAMELY, 
VIDEO CAMERAS, VIDEO MONITORS, MULTIPLEX SIGNAL 
PROCESSORS, AND ELECTRONIC SWITCHERS (U.S. CLS. 21, 
23, 26, 36 AND 38). 


CLASS 37—CONSTRUCTION AND REPAIR 

FOR INSTALLATION, MAINTENANCE AND SERVICING OF 
SECURITY SURVEILLANCE SYSTEMS, AND PROVIDING AN 
ON-LINE COMPUTER DATABASE IN CONNECTION THERE- 
WITH (U.S. CLS. 100, 103 AND 106) 


CLASS 39—TRANSPORTATION AND 
STORAGE 


FOR ELECTRONIC DATA STORAGE SERVICES IN CONNEC- 
TION WITH THE INSTALLATION, MAINTENANCE AND SERV- 
ICING OF SECURITY SURVEILLANCE SYSTEMS, AND PRO- 
VIDING AN ON-LINE COMPUTER DATABASE IN CONNEC- 
TION THEREWITH (U.S. CLS. 100 AND 105). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR MONITORING SERVICES IN CONNECTION WITH THE 
INSTALLATION, MAINTENANCE AND SERVICING OF SECU- 
RITY SURVEILLANCE SYSTEMS, AND PROVIDING AN ON- 
LINE COMPUTER DATABASE IN CONNECTION THEREWITH 
(U.S. CLS. 100 AND 101). 


SN 75-880,623. IXL ENTERPRISES, INC., ATLANTA, GA. FILED 


12-27-1999 
eB 


CLASS 38—COMMUNICATION 

FOR TELECOMMUNICATIONS GATEWAY — SERVICES. 
NAMELY, PROVIDING ACCESS AND CONNECTIVITY TO A 
GLOBAL COMPUTER NETWORK; ELECTRONIC TRANS- 
MISSION OF DATA, VIDEO AND AUDIO IN THE FORM OF 
DATA STREAMS VIA INTERCONNECTED COMPUTER NET- 
WORKS LINKED BY COMMON PROTOCOLS (U.S. CLS. 100, 
101 AND 104) 

FIRST USE 5-0-1995; IN COMMERCE 5-0-1995 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR MULTIMEDIA ENTERTAINMENT SOFTWARE PRODUC- 
TION SERVICES; VIDEOTAPE PRODUCTION SERVICES (U.S. 
CLS. 100, 101 AND 107). 

FIRST USE 5-0-1995; IN COMMERCE 5-0-1995. 


U.S. PATENT AND TRADEMARK OFFICE 


T™ 69 


CLASS 42—MISCELLANEOUS SERVICES 


FOR HOSTING THE WEBSITES OF OTHERS ON A COM- 
PUTER SERVER FOR A GLOBAL COMPUTER NETWORK; 
KIOSK DESIGN SERVICES; WEBSITE DESIGN SERVICES; DE- 
SIGN OF ON-LINE FACILITIES AND WEBSITES FOR REAL- 
TIME INTERACTION WITH OTHER COMPUTER USERS CON- 
CERNING TOPICS OF GENERAL INTEREST IN THE NATURE 
OF CHAT ROOMS (U.S. CLS. 100 AND 101). 

FIRST USE 5-0-1995; IN COMMERCE 5-0-1995. 


SN  75-882,178. 
12-27-1999. 


NPLEX, INC.. PORTLAND, OR. FILED 


NPLEX 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR PRINTED EXAMINATIONS IN THE FIELD OF NATURO- 
PATHIC MEDICINE (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 

FIRST USE 0-0-1986; IN COMMERCE 0-0-1986. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR PREPARING, ADMINISTERING, SCORING, AND PROVI- 
SION OF TRANSCRIPTS OF STANDARDIZED TESTS (U.S. CLS 
100 AND 101). 

FIRST USE 0-0-1986; IN COMMERCE 0-0-1986 


SN 75-886,355. CENTRAL FOOD CORPORATION, HOBOKEN, 
NJ. FILED 1-3-2000. 


REDDI GOURMET 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**GOURMET™’, APART FROM THE MARK AS SHOWN 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR CORN BEEF, COOKED ROAST BEEF AND CHOPPED 
BEEF SOLD AS FORMED HAMBURGERS (U.S. CL. 46). 


CLASS 30—STAPLE FOODS 


FOR DRY SPICES, STUFFING MIXES CONTAINING BREAD 
(U.S. CL. 46). 


SN 75-886,772. ROSELAND PROPERTY COMPANY, INC., 
SHORT HILLS, NJ. FILED 1-4-2000. 


TOMORROW’S 
TECHNOLOGY TODAY 


CLASS 36—INSURANCE AND FINANCIAL 


FOR REAL ESTATE MANAGEMENT, LEASING, BROKER- 
AGE, DEVELOPMENT, RENTAL AND AGENCY SERVICES FOR 
COMMERCIAL, INDUSTRIAL AND RESIDENTIAL PROPERTIES 
(U.S. CLS. 100, 101 AND 102). 

FIRST USE 2-13-2000; IN COMMERCE 2-13-2000. 
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CLASS 37—CONSTRUCTION AND REPAIR 

FOR REAL ESTATE DEVELOPMENT SERVICES FOR COM- 
MERCIAL, INDUSTRIAL, AND RESIDENTIAL PROPERTIES 
(U.S. CLS. 100, 103 AND 106) 

FIRST USE 2-13-2000; IN COMMERCE 2-13-2000 


SN 75-888,512. AMERICAN INTERNATIONAL 
NEW YORK, NY. FILED 1-7-2000 


GROUP, INC.. 


Corporate 
Product 
Development 


OWNER OF U.S. REG. NO. 2,124,924 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“CORPORATE PRODUCT DEVELOPMENT”, APART FROM 
THE MARK AS SHOWN 


CLASS 35—ADVERTISING AND BUSINESS 


FOR MARKET RESEARCH SERVICES IN THE FIELD OF IN- 
SURANCE, NAMELY, EVALUATION OF NEW INSURANCE 
PRODUCT IDEAS AND DISTRIBUTION CHANNELS VIA FOCUS 
GROUPS, VENDOR SURVEYS AND INTERNET SEARCHES OF 
PUBLIC RECORDS (U.S. CLS. 100, 101 AND 102). 


CLASS 36—INSURANCE AND FINANCIAL 

FOR INSURANCE UNDERWRITING SERVICES, NAMELY, 
AUTOMOBILE, AIRCRAFT, PROPERTY AND CASUALTY, LIFE, 
ACCIDENT, HEALTH, EMPLOYMENT PRACTICES LIABILITY, 
MEDICAL MALPRACTICE, DIRECTOR AND OFFICER LIABIL- 
ITY, PROFESSIONAL LIABILITY, MARINE AND ENVIRON- 
MENTAL LIABILITY (U.S. CLS. 100, 101 AND 102). 


SN 75-889.150. ESPERANZA INTERNATIONAL FOUNDATION, 
BELLEVUE, WA. FILED 1-6-2000. 


ESPERANZA 


THE ENGLISH TRANSLATION OF 
**HOPE”’. 


*“*ESPERANZA” IS 


CLASS 36—INSURANCE AND FINANCIAL 


FOR CHARITABLE FUNDRAISLNG AND CHARITABLE FI- 
NANCIAL SUPPORT IN THE NATURE OF LOW-INTEREST 
LOANS FOR POOR COMMUNITIES AND FAMILIES AND INDI- 
VIDUALS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 9-0-1995; IN COMMERCE 9-0-1995. 


OFFICIAL GAZETTE 


FEB 20, 2001 


CLASS 42—MISCELLANEOUS SERVICES 

FOR CHARITABLE TECHNICAL ASSISTANCE SERVICES 
ABROAD IN THE NATURE OF PROVIDING TRAINING TO 
LOCAL OFFICIALS IN ADMINISTRATION, ACCOUNTING, SCI- 
ENTIFIC RESEARCH, TECHNOLOGY, ENVIRONMENTAL MAN- 
AGEMENT, COMMUNITY PROGRAM MANAGEMENT, ECO 
NOMIC MANAGEMENT AND HEALTH CARE (U.S. CLS. 100 
AND 101) 

FIRST USE 9-0-1995; IN COMMERCE 9-0-1995 


SN 75-889,797. B. L 
FILED 1-7-2000 


CREAM COMPANY, PITTSBURGH, PA. 


CLASS 29—MEATS AND PROCESSED FOODS 
FOR SOUR CREAM, SOUR CREAM DIPS, PROCESSED 
CHEESE, CHEESE SPREADS, RICOTTA CHEESE, IMITATION 
CHEESE SLICES (U.S. CL. 46) 
FIRST USE 0-0-1939, IN COMMERCE 0-0-1959 


CLASS 30—STAPLE FOODS 


FOR HORSERADISH, HORSERADISH SAUCE, COCKTAIL 
SAUCE, MUSTARD, HORSERADISH MUSTARD, TARTAR 
SAUCE (U.S. CL. 46). 

FIRST USE 0-0-1983; IN COMMERCE 0-0-1983 


SN 75-889,922. ECHOES OF SUMMER, LLC, HOLLLISTON, MA. 
FILED 1!-7-2000. 


ECHOES OF SUMMER 


CLASS 29—MEATS AND PROCESSED FOODS 
FOR JAMS, JELLIES, FRUIT SPREADS, FRUIT BUTTERS, 
ROASTED NUTS (U.S. CL. 46). 
FIRST USE 1-7-2000; IN COMMERCE 1-7-2000. 


CLASS 30—STAPLE FOODS 

FOR HERBAL TEAS, SAUCES, VINEGARS, CHOCOLATE 
SAUCES, CHUTNEYS, MARINADES (U.S. CL. 46). 

FIRST USE 1-7-2000; IN COMMERCE 1-7-2000. 
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SN 75-889,930. BENCHMARK COMMUNICATIONS, INC., STER- 
LING, VA. FILED 1-6-2000 


THE DRAWING IS LINED FOR THE COLORS BLUE AND 
GRAY. 


CLASS 35—ADVERTISING AND BUSINESS 

FOR BUSINESS MANAGEMENT IN THE FIELD OF CABLE 
TELEVISION (U.S. CLS. 100, 101 AND 102). 

FIRST USE 5-24-1999; IN COMMERCE 6-1-1999 


CLASS 38—COMMUNICATION 

FOR CABLE TELEVISION SERVICES, AND GLOBAL COM- 
PUTER NETWORK ACCESS SERVICES (U.S. CLS. 100, 101 AND 
104). 

FIRST USE 5-24-1999; IN COMMERCE 6-1-1999. 


SN 75-890,703. 
1-7-2000. 


UNITED LIFELINE, BROOKLYN, NY. FILED 


KAV LACHAYIM 


THE ENGLISH TRANSLATION OF THE WORD 
LACHAYIM”™ IN THE MARK IS **LIFELINE”’. 


“KAV 


CLASS 36—INSURANCE AND FINANCIAL 

FOR CHARITABLE FUND RAISING (U.S. CLS. 100, 101 AND 
102). 

FIRST USE 0-0-1989; IN COMMERCE 1-0-1999. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR CHARITABLE SERVICES, NAMELY PROVIDING FOOD, 
CLOTHING AND/OR MEDICINE AND MEDICAL ASSISTANCE 
(U.S. CLS. 100 AND 101). 

FIRST USE 0-0-1989; IN COMMERCE 1-0-1999 
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SN 75-894,015. TRANSCORE, INC., SAN DIEGO, CA. FILED 
1-7-2000. 


TRANSCORE 


CLASS 35—ADVERTISING AND BUSINESS 


FOR MANAGEMENT OF A COMPUTER DATABASE FOR 
OTHERS IN THE FIELD OF TRANSPORTATION (U.S. CLS. 100, 
101 AND 102). 

FIRST USE 3-0-1997; IN COMMERCE 3-0-1997 


CLASS 36—INSURANCE AND FINANCIAL 


FOR MANUAL, AUTOMATIC AND ELECTRONIC HIGHWAY 
TOLL COLLECTION SERVICES (U.S. CLS. 100, 101 AND 102). 
FIRST USE 3-0-1997; IN COMMERCE 3-0-1997. 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR INSTALLATION, MAINTENANCE AND REPAIR OF - 
ELECTRONIC TRAFFIC AND TRANS-BORDER MONITORING 
EQUIPMENT, TRAFFIC AND TRANS-BORDER CONTROL 
EQUIPMENT, VEHICLE AND TRANS-BORDER VIDEO SUR- 
VEILLANCE EQUIPMENT, VEHICULAR/RAILWAY TRAFFIC 
MANAGEMENT EQUIPMENT, VEHICULAR/RAILWAY ACCI- 
DENT VIOLATION AND ENFORCEMENT VIDEO EQUIPMENT, 
ELECTRONIC VEHICLE AND RAILCAR IDENTIFICATION 
EQUIPMENT, INTELLIGENT TRANSPORTATION, NAMELY 
ELECTRONIC IN-VEHICLE NAVIGATION EQUIPMENT, RAIL- 
CAR THERMAL DETECTION EQUIPMENT, RAILWAY TRACK- 
ING EQUIPMENT, INTERMODAL CARGO TRACKING EQUIP- 
MENT TRACKING OF CARGO TRANSPORTED BY LAND, 
WATER AND/OR AIR, HIGHWAY TOLL COLLECTION EQUIP- 
MENT, WIRELESS AND FIBER OPTIC COMMUNICATION SYS- 
TEMS (U.S. CLS. 100, 103 AND 106). 

FIRST USE 3-0-1997; IN COMMERCE 3-0-1997. 


CLASS 38—COMMUNICATION 


FOR PROVIDING ACCESS TO LOCAL, WIDE AREA AND 
GLOBAL COMPUTER NETWORKS; PROVIDING ACCESS TO 
PERSONAL TELECOMMUNICATIONS, NAMELY, WIRELESS 
AND FIBER OPTIC COMMUNICATIONS (U.S. CLS. 100, 101 
AND 104). 

FIRST USE 3-0-1997; IN COMMERCE 3-0-1997. 


CLASS 39—TRANSPORTATION AND 
STORAGE 


FOR MONITORING VEHICULAR TRAFFIC AND PROVIDING 
VEHICULAR TRAFFIC INFORMATION; PROVIDING COM- 
MUTER INFORMATION; MONITORING TRANS-BORDER TRAF- 
FIC TRACKING INSPECTING AND MONITORING COMMER- 
CIAL VEHICLE AND FLEET OPERATION; MONITORING RAIL- 
WAY TRAFFIC AND PROVIDING RAILWAY TRAFFIC INFOR- 
MATION (U.S. CLS. 100 AND 105). 

FIRST USE 3-0-1997; IN COMMERCE 3-0-1997. 
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CLASS 40—MATERIAL TREATMENT 


FOR MANUFACTURING SERVICES TO THE ORDER AND 
SPECIFICATION OF OTHERS, NAMELY MANUFACTURING OF 
ELECTRONIC TRAFFIC AND TRANS-BORDER MONITORING 
EQUIPMENT, TRAFFIC AND TRANSPORTER CONTROL EQUIP- 
MENT, VEHICLE AND TRANS-BORDER VIDEO SURVEIL- 
LANCE EQUIPMENT, VEHICULAR/RAILWAY TRAFFIC MAN- 
AGEMENT EQUIPMENT, VEHICULAR/RAILWAY ACCIDENT 
VIOLATION AND ENFORCEMENT VIDEO EQUIPMENT, ELEC- 
TRONIC VEHICLE AND RAILCAR IDENTIFICATION EQUIP- 
MENT, INTELLIGENT TRANSPORTATION NAMELY ELEC- 
TRONIC IN-VEHICLE NAVIGATION EQUIPMENT, RAILCAR 
THERMAL DETECTION EQUIPMENT, RAILWAY TRACKING 
EQUIPMENT, INTERMODAL CARGO TRACKING EQUIPMENT 
TRACKING OF CARGO TRANSPORTED BY LAND, WATER 
AND/OR AIR, HIGHWAY TOLL COLLECTION EQUIPMENT, 
WIRELESS AND FIBER OPTIC COMMUNICATIONS SYSTEMS 
(U.S. CLS. 100, 103 AND 106). 

FIRST USE 3-0-1997; IN COMMERCE 3-0-1997 


CLASS 42—MISCELLANEOUS SERVICES 


FOR WEATHER FORECASTING AND PROVIDING WEATHER 
INFORMATION; URBAN PLANNING DESIGN FOR OTHERS 
AND CONSULTING IN THE FIELDS OF VEHICU LAR, RAIL- 
WAY AND PEDESTRIAN TRAFFIC CONTROL AND MANAGE- 
MENT, VEHICULAR PARKING, PUBLIC TRANSPORTATION, 
AND TRANSPORTATION LOGISTICS; DESIGN FOR OTHERS 
ELECTRONIC EQUIPMENT FOR MONITORING AND CON- 
TROLLING HIGHWAY, COMMERCIAL, RAILWAY AND PEDES- 
TRIAN TRAFFIC, AND PROVIDING INFORMATION RELATING 
THERETO; DESIGN FOR OTHERS ELECTRONIC EQUIPMENT 
FOR VEHICULAR AND RAILWAY VIOLATION SURVEIL- 
LANCE AND ENFORCEMENT, AND FOR VEHICLE AND RAIL- 
CAR IDENTIFICATION; DESIGN FOR OTHERS ELECTRONIC 
EQUIPMENT FOR HIGHWAY TOLL COLLECTION; COMPUTER 
DATABASE DEVELOPMENT FOR OTHERS WAREHOUSING 
VEHICULAR AND RAILWAY TRAFFIC INFORMATION, DE- 
SIGN FOR OTHERS WIRELESS AND FIBER-OPTIC COMMU- 
NICATION SYSTEMS (U.S. CLS. 100 AND 101). 

FIRST USE 3-0-1997; IN COMMERCE 3-0-1997. 


SN 75-899,028. CONXION CORPORATION, SANTA CLARA, CA. 
FILED 1-18-2000 


FAILSAFE WEBS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“WEBS"’, APART FROM THE MARK AS SHOWN. 


CLASS 38—COMMUNICATION 


FOR COMMUNICATION SERVICES, NAMELY, PROVIDING 
TELECOMMUNICATIONS CONNECTIONS TO A GLOBAL COM- 
PUTER COMMUNICATIONS NETWORK; ELECTRONIC TRANS- 
MISSION OF MESSAGES, DATA, AND DOCUMENTS; PRO- 
VIDING MULTIPLE-USER ACCESS TO A GLOBAL COMPUTER 
INFORMATION NETWORK FOR THE TRANSFER AND DIS- 
SEMINATION OF A WIDE RANGE OF INFORMATION (U.S. 
CLS. 100, 101 AND 104). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR COMPUTER SERVICES, NAMELY, HOSTING THE WEB 
SITES OF OTHERS ON A GLOBAL COMPUTER NETWORK: 
TECHNICAL CONSULTING SERVICES IN THE FIELDS OF 
COMPUTERS, COMPUTING, AND NETWORK COMMUNICA- 
TIONS (U.S. CLS. 100 AND 101). 


OFFICIAL GAZETTE 


FEB 20, 2001 


SN 75-901,759. MEDCONTRAX, INC., ROCKVILLE, MD. BY 
CHANGE OF NAME SYNTEGRA HEALTHCARE MANAGE- 
MENT SERVICES, INC., ROCKVILLE, MD. FILED 1-24~2000. 


MEDCONTRAX 


CLASS 38—COMMUNICATION 

FOR ELECTRONIC TRANSMISSION OF MEDICAL AND 
PHARMACEUTICAL DATA AND DOCUMENTS OVER A GLOB- 
AL COMPUTER NETWORK (U.S. CLS. 100, 101 AND 104). 


CLASS 40—MATERIAL TREATMENT 

FOR CONVERSION OF MEDICAL AND PHARMACEUTICAL 
DOCUMENTARY DATA FROM ONE FORM OF MEDIA TO AN- 
OTHER (U.S. CLS. 100, 103 AND 106). 


CLASS 42—MISCELLANEOUS SERVICES 

FOR COMPUTER SERVICES, NAMELY, PROVIDING ON-LINE 
DOCUMENTATION AND TRACEABILITY SERVICES THROUGH 
THE AUTHENTICATION OF MEDICAL PRODUCT CONTRACTS 
BETWEEN TRADING PARTNERS SUCH AS MEDICAL PROD- 
UCT WHOLESALERS, MANUFACTURERS, AND GROUP PUR- 
CHASING ORGANIZATIONS (U.S. CLS. 100 AND 101). 


SN 75-902,914. NEW ZEALAND FENCE SYSTEMS, INC., 
CLACKAMAS, OR. FILED 1-25-2000. 


NEW ZEALAND FENCE 
SYSTEMS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“FENCE SYSTEMS", APART FROM THE MARK AS SHOWN. 
SEC. 2(F). 


CLASS 6—METAL GOODS 

FOR METAL FENCES AND STRUCTURAL PARTS THEREFOR 
(U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50). 

FIRST USE 1-20-1982; IN COMMERCE 1-20-1982. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR ELECTRIC FENCES AND STRUCTURAL PARTS THERE- 
FOR (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 1-20-1982; IN COMMERCE 1-20-1982. 


CLASS 19—NON-METALLIC BUILDING 
MATERIALS 

FOR NON-METAL FENCES AND STRUCTURAL PARTS 
THEREFORE (U.S. CLS. 1, 12, 33 AND 50). 

FIRST USE 1-20-1982; IN COMMERCE 1-20-1982. 
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SN 75-903,370. LIBERTY GROUP, INC., THE, CLARENCE CEN- 
TER, NY. FILED 1-25-2000 


OWNER OF U.S. REG. NO. 2,034,106. 
THE STIPPLING IS A FEATURE OF THE MARK, AND NOT 
INTENDED TO INDICATE COLOR. 


CLASS 8—HAND TOOLS 


FOR DIVING KNIVES (U.S. CLS. 23, 28 AND 44). 
FIRST USE 11-0-1994; IN COMMERCE 11-0-1994. 


CLASS 18—LEATHER GOODS 

FOR DUFFEL BAGS AND MESH SPORT BAGS (U.S. CLS. 
1, 2, 3, 22 AND 41). 

FIRST USE 11-0-1994; IN COMMERCE 11-0-1994. 


CLASS 25—CLOTHING 

FOR WET SUITS, WET SUIT HOODS, BOOTS AND GLOVES 
(U.S. CLS. 22 AND 39). 

FIRST USE 11-0-1994; IN COMMERCE 1 1-0-1994. 


CLASS 28—TOYS AND SPORTING GOODS 

FOR SCUBA DIVING MASKS, SCUBA FINS, AND SCUBA 
SNORKELS (U.S. CLS. 22, 23, 38 AND 50). 

FIRST USE 110-1994; IN COMMERCE 11-0-1994. 


SN 75-904,089. OPTICHROME COMPUTER SYSTEMS LIMITED, 
SURREY GU21 SHX, UNITED KINGDOM, FILED 1-27-2000. 


OPTIMUS 


OWNER OF UNITED KINGDOM REG. NO. B1345450, DATED 
6-25-1993, EXPIRES 5-25-2005. 

OWNER OF UNITED KINGDOM REG. NO. B1345053, DATED 
7-9-1993, EXPIRES 5-20-2005. 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR (44(E) COMPUTER SOFTWARE FOR MANAGING AND 
MONITORING WORKFLOW, MANAGING INVENTORY, PRO- 
CURING GOODS AND SERVICES RELATED TO THE PRINTING 
INDUSTRY USING THE GLOBAL COMPUTER NETWORK, BILL 
PREPARATION, PAYMENT PROCESSING, CONTROLLING AND 
THE OPERATION OF PRINTING AND BINDING MACHINERY, 
PROCESSING SALES AND PURCHASE ORDERS, ANALYZING 
AND PREPARING REPORTS ON INFORMATION RELATED TO 
PRINTING COSTS AND PRINTING EFFICIENCY, AND COL- 
LECTING AND PROCESSING INFORMATION RELATED TO 
THE STATUS OF PRINTING JOBS FOR USE IN RELATION 
TO THE PRINTING, PUBLISHING AND GRAPHIC ARTS INDUS- 
TRIES AND MANUALS THEREFOR SOLD AS A UNIT (US. 
CLS. 21, 23, 26, 36 AND 38). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR (BASED ON INTENT TO USE) COMPUTER EDUCATION 
TRAINING SERVICES; COMPUTER SOFTWARE TRAINING; 
ALL OF THE AFORESAID SERVICES PROVIDED OFF LINE 
OR VIA TELEPHONE OR ON-LINE VIA REMOTE ACCESS; ALL 
THE AFORESAID SERVICES FOR USE IN RELATION TO 
PRINTING, PUBLISHING AND GRAPHIC ARTS (U.S. CLS. 100, 
101 AND 107). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR (BASED ON INTENT TO USE) COMPUTER HARDWARE 
AND SOFTWARE CONSULTATION, COMPUTER SOFTWARE 
DESIGN AND IMPLEMENTATION FOR OTHERS AND USER 
GROUP IN RELATION TO COMPUTER SOFTWARE PRO- 
GRAMS, ALL PROVIDED OFF LINE OR VIA TELEPHONE OR 
ON-LINE VIA REMOTE ACCESS; ALL THE AFORESAID SERV- 
ICES FOR USE IN RELATION TO PRINTING, PUBLISHING AND 
GRAPHIC ARTS (U.S. CLS. 100 AND 101). 


SN 75-904,960. INTERACTIVE COLLECTOR LIMITED, LON- 
DON, WII 3JY, ENGLAND, FILED 1-28-2000. 


ICOLLECTOR 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR OPTICAL DISCS; AUDIO DISCS FEATURING INFORMA- 
TION ON ART, ANTIQUES, COLLECTIBLES AND AUC- 
TIONING; COMPACT DISCS FEATURING INFORMATION ON 
ART, ANTIQUES, COLLECTIBLES AND AUCTIONING; BLANK 
DISCS FOR COMPUTERS; FLOPPY DISKS FOR COMPUTERS 
AND HARD DISCS FOR COMPUTERS; COMPACT DISCS; 
VIDEO DISCS FEATURING INFORMATION ON ART, AN- 
TIQUES, COLLECTIBLES AND AUCTIONING; COMPUTERS; 
COMPUTER SOFTWARE FOR ENABLING DIRECT ACCESS TO 
LOCAL AND GLOBAL COMPUTER NETWORKS AND WEB 
SITES; COMPUTER SOFTWARE AND PROGRAMS FOR 
SEARCHING FOR INFORMATION ON LOCAL AND GLOBAL 
COMPUTER NETWORKS; COMPUTER HARDWARE; ELEC- 
TRONIC PUBLICATIONS RELATING TO ART, ANTIQUES, COL- 
LECTIBLES AND AUCTIONING; BLANK DIGITAL AUDIO 
TAPES; PRERECORDED DIGITAL AUDIO TAPES FEATURING 
INFORMATION ON ART, ANTIQUES, COLLECTIBLES AND 
AUCTIONING; BLANK AUDIO AND_ VIDEO TAPES, 
PRERECORDED AUDIO AND VIDEO TAPES FEATURING IN- 
FORMATION ON ART, ANTIQUES, COLLECTIBLES AND AUC- 
TIONING; PARTS FOR ALL OF THE AFORESAID GOODS (U.S. 
CLS. 21, 23, 26, 36 AND 38). 
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CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR CARDBOARD, CARDBOARD CARTONS, CARDBOARD 
CONTAINERS, CARDBOARD FOR FLOOR DISPLAY UNITS 
FOR MERCHANDISING PRODUCTS, CARDBOARD MAILING 
TUBES; PAPER, ART PAPER, BOND PAPER, CARBON PAPER, 
COMPUTER PAPER, CONSTRUCTION PAPER, COPY PAPER, 
CORRUGATED PAPER, CRAFT PAPER, CREPE PAPER, ELEC- 
TROSTATIC PAPER, FIBRE PAPER, FILLER PAPER, FILTER 
PAPER, GIFT WRAPPING PAPER, GUMMED PAPER, ILLUS- 
TRATION PAPER, LAMINATED PAPER, LINING PAPER, LOOSE 
LEAF PAPER, MASKING PAPER, METALLIC GIFT WRAPPING 
PAPER, NEWSPRINT PAPER, NOTE PAPER, OPAQUE PAPER, 
PACKAGING PAPER, PARCHMENT PAPER, PLASTIC COATED 
COPYING PAPER. PRINTING PAPER. PROOFING PAPER, PUB- 
LICATION PAPER, RECYCLED PAPER, REPRODUCTION 
PAPER. SAFETY PAPER, SYNTHETIC PAPER. TISSUE PAPER, 
TRACING PAPER, TYPEWRITER PAPER, WAX PAPER, WRAP- 
PING PAPER, WRITING PAPER; PAPER BAGS, PAPER BAGS 
FOR PACKAGING, PAPER BANNERS, PAPER BOARDS, PAPER 
BOWS FOR GIFT WRAP. PAPER BOXES, DECORATIVE PAPER 
CENTREPIECES, PAPER CLOSURES FOR SEALING CON- 
TAINERS, PAPER CONTAINERS, PAPER EMBLEMS, PAPER EN- 
VELOPES FOR PACKAGING, PAPER FILE JACKETS, PAPER 
FLAGS: CUSHIONING AND PADDING MADE OF PAPER FOR 
PACKAGING PURPOSES; PAPER FOR RECORDING MACHINES, 
PAPER HANDKERCHIEFS, PAPER IDENTIFICATION TAGS, 
PAPER ILLUSTRATION BOARDS, PAPIER MACHE, PAPIER 
MACHE FIGURINES, PAPER MATS, PAPER NAME BADGES, 
PAPER PENNANTS, PAPER RIBBONS; PRINTED PAPER SIGNS, 
PAPER STOCK, PAPER TABLE CLOTHS, PAPER TABLE LIN- 
ENS, PAPER TAPE, PAPER TOWELS; WORKS OF ART MADE 
OF PAPER OR CARDBOARD, DRAWINGS, SKETCHES, ETCH- 
INGS AND ENGRAVINGS, STICKERS: PRINTED ANSWER 
SHEETS RELATING TO ART, ANTIQUES, COLLECTIBLES AND 
AUCTIONING; PRINTED AWARDS, PRINTED EMBLEMS. 
PRINTED FORMS, PARTIALLY PRINTED FORMS; PRINTED 
GUIDES FOR ART, ANTIQUES, COLLECTIBLES AND AUC- 
TIONING; PRINTED INSTRUCTIONAL, EDUCATIONAL AND 
TEACHING MATERIALS RELATING TO ART, ANTIQUES, COL- 
LECTIBLES AND AUCTIONING; PRINTED MUSIC BOOKS, 
PRINTED PATTERNS, PRINTED PLANS, PRINTED SURVEY AN- 
SWER SHEETS; PRINTED TABLES RELATING TO ART, AN- 
TIQUES, COLLECTIBLES AND AUCTIONING; ACCOUNT 
BOOKS, ADDRESS BOOKS. ANNIVERSARY BOOKS, APPOINT- 
MENT BOOKS, AUTOGRAPH BOOKS, BABY BOOKS, BOOK- 
KEEPING BOOKS, BUSINESS RECORD BOOKS. CASH RECEIPT 
BOOKS, CHEQUE BOOKS, CHILDREN’S ACTIVITY BOOKS, 
COLOURING BOOKS, COMPOSITION BOOKS, COOK BOOKS. 
COPY BOOKS, COUPON BOOKS, DATA BOOKS, DATE BOOKS, 
DICTATION BOOKS. ENGAGEMENT BOOKS, EXERCISE 
BOOKS, EXPENSE BOOKS, GUEST BOOKS, HYMN BOOKS, 
INDEX BOOKS, LEDGER BOOKS, LOG BOOKS, MEMO- 
RANDUM BOOKS, NOTE BOOKS PICTURE BOOKS, PRAYER 
BOOKS, PRINTED MUSIC BOOKS, RECEIPT BOOKS. RECIPE 
BOOKS, RELIGIOUS BOOKS, REPORTERS’ NOTE BOOKS 
SCORE BOOKS, SERIES OF FICTION BOOKS; SERIES OF NON- 
FICTION BOOKS, SKETCH BOOKS, SONG BOOKS, STENOG- 
RAPHERS’ NOTE BOOKS, TELEPHONE NUMBER BOOKS, 
TRAVEL BOOKS, VOUCHER BOOKS, WALLCOVERING SAM- 
PLE BOOKS, WEDDING BOOKS, WIREBOUND BOOKS; BOOKS 
RELATING TO ART, ANTIQUES, COLLECTIBLES AND AUC- 
TIONING EDUCATIONAL BOOKS RELATING TO ART, AN- 
TIQUES, COLLECTIBLES AND AUCTIONING; GUIDE BOOKS 
RELATING TO ART, ANTIQUES, COLLECTIBLES AND AUC- 
TIONING; REFERENCE BOOKS RELATING TO ART, AN- 
TMQUES, COLLECTIBLES AND AUCTIONING; BOOKLETS RE- 
LATING TO ART, ANTIQUES, COLLECTIBLES AND AUC- 
TIONING; PAMPHLETS RELATING TO ART, ANTIQUES, COL- 
LECTIBLES AND AUCTIONING; CATALOGUES; CALENDARS; 
STATIONERY; PRINTED LABELS NOT OF FABRIC; GREET- 
INGS CARDS: ART PRINTS, CARTOON PRINTS, COLOUR 
PRINTS. LITHOGRAPHIC PRINTS, PHOTOGRAPHIC PRINTS, 
PICTORIAL PRINTS; PAINTINGS: ART PICTURES, 
WATERCOLOUR PICTURES; ARTISTS’ BRUSHES; DECALCO- 
MANIA; PHOTOGRAPHS; MAGAZINES RELATING TO ART, 
ANTIQUES, COLLECTIBLES AND ANCTIONING; PAINT 
BOXES; CANVASSES AND BOARDS FOR PAINTING; EASELS: 
SKETCH PADS AND WATER COLOUR PADS; PENS; PENCILS; 
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PAINTBRUSHES; PALETTES FOR PAINTERS; PEN CASES; PEN 
CLIPS; PEN WIPERS; PENCIL HOLDERS: PEN HOLDERS; PIC- 
TURE MAKING MATERIALS; PARTS FOR ALL OF THE 
AFORESAID GOODS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 


CLASS 35—ADVERTISING AND BUSINESS 


FOR AUCTIONEERING; ADVERTISING SERVICES RELATING 
TO THE ARTS, NAMELY, ADVERTISING OF WORKS OF ART, 
PROVISION OF WORKS OF ART FOR USE IN ADVERTISING: 
RENTAL OF ADVERTISING SPACE; EXHIBITION OF ART- 
WORK ON LOCAL AND GLOBAL COMPUTER NETWORKS: 
MANAGEMENT AGENCY AND REPRESENTATIVE OF ART- 
ISTS; PROMOTION AND PUBLICITY SERVICES RELATING TO 
THE ARTS; PREPARATION AND DISSEMINATION OF ADVER- 
TISING MATTER; BUSINESS CONSULTANCY IN RELATION 
TO THE ARTS; ORGANISING EXHIBITIONS RELATING TO 
ART, ANTIQUES, COLLECTIBLES AND AUCTIONING; 
CONSULTANCY AND ADVISORY SERVICES RELATING TO 
EXHIBITIONS FOR COMMERCIAL OR ADVERTISING PUR- 
POSES: DEALING IN WORKS OF ART, NAMELY BUYING, 
SELLING AND DISPLAYING WORKS OF ART ON BEHALF 
OF OTHERS; MARKET RESEARCH; MARKETING STUDIES: 
PUBLIC RELATIONS; DOCUMENT REPRODUCTION; COPYING 
DOCUMENTS FOR OTHERS; ARRANGING SPONSORSHIP OF 
THE ARTS; P UBLICITY SERVICES, NAMELY, RENTAL OF 
PUBLICITY MATERIAL AND PREPARATION OF PUBLICITY 
COLUMNS; DISTRIBUTION OF SAMPLES: ARRANGING SPON- 
SORSHIP FOR ARTISTS: CONSULTANCY, INFORMATION AND 
ADVISORY SERVICES RELATING TO ALL OF THE AFORE- 
SAID SERVICES; INFORMATION SERVICES RELATING TO 
ALL OF THE AFORESAID SERVICES, PROVIDED ON-LINE 
FROM LOCAL AND GLOBAL COMPUTER NETWORKS (U.S. 
CLS. 100, 101 AND 102). 


CLASS 36—INSURANCE AND FINANCIAL 


FOR FINANCIAL SERVICES, NAMELY, PROVISION OF FI- 
NANCIAL INFORMATION IN THE NATURE OF RATES OF EX- 
CHANGE, FINANCIAL INFORMATION BY ELECTRONIC 
MEANS AND FINANCIAL VALUATION OF PERSONAL PROP- 
ERTY AND REAL ESTATE; VALUATION SERVICES; FINAN- 
CIAL APPRAISALS: VALUATION AND APPRAISALS OF 
WORKS OF ART: CONSULTANCY, INFORMATION AND ADVI- 
SORY SERVICES RELATING TO ALL OF THE AFORESAID 
SERVICES: INFORMATION SERVICES RELATING TO ALL OF 
THE AFORESAID SERVICES, PROVIDED ON-LINE FROM 
LOCAL AND GLOBAL COMPUTER NETWORKS (US. CLS. 100, 
101 AND 102). 


CLASS 38—COMMUNICATION 


FOR PROVIDING TELECOMMUNICATIONS TO LOCAL AND 
GLOBAL COMPUTER NETWORKS; AUDIO BROADCASTING, 
CABLE RADIO BROADCASTING, CABLE TELEVISION BROAD- 
CASTING, RADIO BROADCASTING, SUBSCRIPTION TELE- 
VISION BROADCASTING, TELEVISION BROADCASTING AND 
VIDEO BROADCASTING; COMMUNICATIONS BY COMPUTER 
TERMINALS; COMPUTER AIDED TRANSMISSION OF MES- 
SAGES, DATA AND IMAGES; ELECTRONIC TRANSMISSION 
OF MASSAGES, DATA AND IMAGES; CABLE RADIO TRANS- 
MISSION OF MESSAGES, DATA AND IMAGES; CABLE TELE- 
VISION TRANSMISSION; FACSIMILE TRANSMISSION; TELE- 
GRAM TRANSMISSION AND COMMUNICATION; ELECTRONIC 
TRANSMISSION OF DATA AND DOCUMENTS VIA COMPUTER 
TERMINALS; CONSULTANCY, INFORMATION AND ADVI- 
SORY SERVICES RELATING TO ALL OF THE AFORESAID 
SERVICES; INFORMATION SERVICES RELATING TO ALL OF 
THE AFORESAID SERVICES, PROVIDED ON-LINE FROM 
LOCAL AND GLOBAL COMPUTER NETWORKS (U.S. CLS. 100, 
101 AND 104). 
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CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR PUBLICATION OF PUBLICITY TEXTS RELATING TO 
ART, ANTIQUES, COLLECTIBLES AND AUCTIONING; TELE- 
VISION AND RADIO PROGRAMMING; ENTERTAINMENT IN 
THE NATURE OF TELEVISION NEWS SHOWS; PRODUCTION 
OF RADIO AND TELEVISION PROGRAMMES; TELEVISION 
PROGRAMME SYNDICATION; CABLE TELEVISION PRO- 
GRAMMING; DISTRIBUTION OF TELEVISION PROGRAMMING 
TO CABLE TELEVISION SYSTEMS; PRODUCTION OF CLOSED 
CAPTIONED TELEVISION PROGRAMMES; PRODUCTION OF 
RADIO AND TELEVISION PROGRAMMES; DISTRIBUTION OF 
TELEVISION PROGRAMMES FOR OTHERS; ENTERTAINMENT 
THE NATURE OF ONGOING TELEVISION PROGRAMMES IN 
THE FIELD OF ART, ANTIQUES, COLLECTIBLES AND AUC- 
TIONING; PROVISION OF ENTERTAINMENT IN THE NATURE 
OF TEXTS AND IMAGES RELATING TO ART, ANTIQUES, 
COLLECTIBLES AND AUCTIONING PROVIDED VIA LOCAL 
AND GLOBAL COMPUTER NETWORKS; INTERACTIVE EN- 
TERTAINMENT AND EDUCATION IN THE NATURE OF TEXTS 
AND IMAGES RELATING TO ART, ANTIQUES, COLLECTIBLES 
AND AUCTIONING, PROVISION OF ENTERTAINMENT, EDU- 
CATION, INFORMATION AND DATA IN THE NATURE OF 
TEXTS AND IMAGES RELATING TO ART, ANTIQUES, COL- 
LECTIBLES AND AUCTIONING VIA TELEPHONE, LINE, 
CABLE, WIRE, FIBRE, TELEVISION AND COMPUTER; CUL- 
TURAL ACTIVITIES, NAMELY TALKS, TOURS AND MEET- 
INGS RELATING TO ART, ANTIQUES, COLLECTIBLES AND 
AUCTIONING; ORGANIZING EDUCATIONAL, CULTURAL AND 
ENTERTAINMENT EXHIBITIONS RELATING TO ART, AN- 
TIQUES, COLLECTIBLES AND AUCTIONING; PUBLICATION 
OF BOOKS, BOOKLETS, PAMPHLETS, MAGAZINES AND 
TEXTS RELATING TO ART, ANTIQUES, COLLECTIBLES AND 
AUCTIONING; CONSULTANCY, INFORMATION AND ADVI- 
SORY SERVICES RELATING TO ALL OF THE AFORESAID 
SERVICES; INFORMATION SERVICES RELATING TO ALL OF 
THE AFORESAID SERVICES, PROVIDED ON-LINE FROM A 
COMPUTER DATABASE OR NETWORK INCLUDING LOCAL 
AND GLOBAL COMPUTER NETWORKS (U.S. CLS. 100, 101 
AND 107). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR COMMERCIAL ART DESIGN; GRAPHIC ART DESIGN; 
INDUSTRIAL DESIGN, PRINTING AND GRAPHIC ART DESIGN; 
DESIGN AND TESTING OF NEW PRODUCTS FOR NEW PROD- 
UCT DEVELOPMENT; DESIGN AND TESTING OF NEW PROD- 
UCTS FOR OTHERS; COMPUTER SOFTWARE DESIGN FOR 
OTHERS; PACKAGING DESIGN FOR OTHERS; DESIGN OF 
COMPUTER SYSTEMS FOR OTHERS; DESIGN PRINTING FOR 
OTHERS; ART WORK REPRODUCTION; DESIGN, COMPILA- 
TION AND RENTAL OF WEB PAGES FOR COMPUTER AND 
COMMUNICATIONS NETWORKS; GRAPHIC ART SERVICES; 
AUTHENTICATING WORKS OF ART; COMPUTER SERVICES, 
NAMELY, LEASING ACCESSE TIME TO A COMPUTER DATA- 
BASE IN THE FIELD OF ART, ANTIQUES, COLLECTIBLES 
AND AUCTIONING; LEASING ACCESS TIME TO A COMPUTER 
DATABASE IN THE NATURE OF A BULLETIN BOARD IN THE 
FIELD OF ART, ANTIQUES, COLLECTIBLES AND AUC- 
TIONING; COMPUTER CONSULTATION; COMPUTER PRO- 
GRAMMING FOR OTHERS; COMPUTER SOFTWARE DESIGN; 
ON-LINE BATCH COMPUTER SERVICES; COMPUTER SITE DE- 
SIGN; COMPUTER TIME-SHARING SERVICES; EXPEDITED 
COMPUTERIZED ON-LINE ORDERING VIA TELEPHONE; 
MAINTENANCE OF COMPUTER SOFTWARE; COMPUTER 
DATABASE DEVELOPMENT SERVICES; NON-BUSINESS 
CONSULTANCY IN RELATION TO THE ARTS; EDITING WRIT- 
TEN TEXT, PROVIDING FACILITIES FOR EXHIBITIONS; PHO- 
TOGRAPHY; RENTAL OF THE COMPUTER SOFTWARE; 
CONSULTANCY, INFORMATION AND ADVISORY SERVICES 
RELATING TO ALL OF THE AFORESAID SERVICES; INFOR- 
MATION SERVICES RELATING TO ALL OF THE AFORESAID 
SERVICES, PROVIDED ON-LINE FROM A COMPUTER DATA- 
BASE OR NETWORK INCLUDING LOCAL AND GLOBAL COM- 
PUTER NETWORKS (U.S. CLS. 100 AND 101). 
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SN 75-906,421. BENDEL, FRANK, 21379 BOLTERSEN, FED REP 
GERMANY, FILED 1-31-2000. 














THE STIPPLING SHOWN IN THE DRAWING IS A FEATURE 
OF THE MARK AND IS NOT INTENDED TO INDICATE COLOR. 


CLASS 6—METAL GOODS 


FOR METAL ANGLE BRACKETS, METAL SCREWS (U.S. 
CLS. 2, 12, 13, 14, 23, 25 AND 50). 


CLASS 7—MACHINERY 


FOR DRILL CHUCKS FOR POWER DRILLS, POWER DRILL 
BITS, ELECTRIC HAMMERS; MACHINE TOOLS, NAMELY 
MANUAL DRILLING MACHINES, POWER TOOLS, NAMELY 
RASPS, HOISTS; ELECTRIC KNIVES, INDUSTRIAL MACHINE 
PRESSES, ELECTRIC JACKHAMMERS, PRINTING PRESS 
ROLLERS, HYDRAULIC JACKS FOR AUTOMOBILES; MA- 
CHINE TOOL PARTS, NAMELY TOOL HOLDERS, MACHINE 
PARTS, NAMELY PRESSURE CYLINDERS; POWER OPERATED 
SPRAY GUNS, POWER OPERATED TOWER PLIERS, WINCHES, 
CUTTING MACHINES FOR CUTTING METAL AND WOOD (U.S. 
CLS. 13, 19, 21, 23, 31, 34 AND 35). 


CLASS 8—HAND TOOLS 


FOR HAND OPERATED DRILL INSERTS; HAND TOOL, 
NAMELY DRILLS, DRILL MOUNTS,HAND OPERATED DRILL 
RATCHETS, THREAD DRILLS, SCREW TAPS, BORING BITS 
FOR HAND DRILLS, DRILL RODS, CRANK BRACES FOR 
DRILLING, SCREW DRILLS, FILES, MILLING CUTTERS, RE- 
TAINING CLAMPS, SCREW TAPS, HAMMERS, CHISELS, RIV- 
ETING HAMMERS, PIPE CUTTERS, DRILLING HAMMERS, 
BLOW TORCHES, HAND SAWS, HAND OPERATED SHEARS, 
BLADES FOR HAND OPERATED SHEARS, SCREW DRIVERS, 
METAL VICES AND HAND OPERATED JACKS FOR AUTO- 
MOBILES (U.S. CLS. 23, 28 AND 44). 


CLASS 35—ADVERTISING AND BUSINESS 


FOR ARRANGING TRADESHOW EXHIBITIONS FOR CUL- 
TURAL OR INSTRUCTIONAL PURPOSES IN THE FIELD OF 
TOOLS (U.S. CLS. 100, 101 AND 102). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR EDUCATION SERVICES, NAMELY INSTRUCTION IN 
THE FIELD OF TOOLS (U.S. CLS. 100, 101 AND 107). 





T™ 76 


SN 75-913,873. MATRIX TECHNOLOGY INCORPORATED, CO- 
LUMBIA, MD. FILED 2-10-2000 


Kusnporpt— 


CLASS 2—PAINTS 


FOR REMANUFACTURED TONER CARTRIDGES AND 
FILLED INK JET CARTRIDGES (U.S. CLS. 6, 11 AND 16). 
FIRST USE 4-1-1988; IN COMMERCE 6-0-1988. 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR INSTALLATION AND REPAIR OF PRINTERS AND COPI- 
ERS (U.S. CLS. 100, 103 AND 106). 
FIRST USE 4-1-1988; IN COMMERCE 6-0-1988. 


SN 75-918,503. LAUTH PROPERTY GROUP, INC., INDIANAP- 
OLIS, IN. BY CHANGE OF NAME EATON & LAUTH REAL 
ESTATE SERVICES, [INC.. INDIANAPOLIS, IN. FILED 
2-14-2000 


**YOU BUILD THE 
BUSINESS. WE BUILD THE 
REST.”’ 


CLASS 36—INSURANCE AND FINANCIAL 

FOR REAL ESTATE MANAGEMENT, LEASING AND BRO- 
KERAGE SERVICES (U.S. CLS. 100, 101 AND 102) 

FIRST USE 3-27-2000; IN COMMERCE 3-27-2000. 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR REAL ESTATE DEVELOPMENT (U.S. CLS. 100, 103 AND 
106) 


FIRST USE 3-27-2000; IN COMMERCE 3-27-2000 


SN 75-921,401. SHISEIDO COMPANY, LTD., TOKYO, JAPAN, 
FILED 2-17-2000. 


FULL CAST 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR SKIN SOAPS, DEODORANT SOAPS; PERFUMERIES, 
NAMELY, PERFUME, COLOGNE; COSMETICS, NAMELY, LIP- 
STICK, BLUSH, ROUGE, MAKEUP, HAIR CARE PRODUCTS, 
NAMELY, SHAMPOO, CONDITIONER, HAIR GEL; SKIN CARE 
AND BODY CARE PRODUCTS. NAMELY, SKIN CREAM. SKIN 
CONDITIONER. BODY MASKS, BODY OILS, BODY POWDER 
(U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


CLASS 21I—HOUSEWARES AND GLASS 


FOR HAIR COMBS AND BRUSHES, NAMELY, HAIR BRUSH- 
ES, NAIL BRUSHES, SHAVING BRUSHES. COSMETIC BRUSH- 
ES AND EYEBROW BRUSHES: GLASSWARE, PORCELAIN, 
AND EARTHENWARE SOAP DISPENSERS AND COMPACTS 
SOLD EMPTY: FACIAL SPONGES, PERSONAL SCOURING 
SPONGES (U.S. CLS. 2, 13, 23, 29, 30. 33, 40 AND 50). 
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CLASS 29—MEATS AND PROCESSED FOODS 


FOR MEAT, FISH, POULTRY, MEAT EXTRACT DRIED 
FRUITS, CANNED FRUITS, DRIED VEGETABLES, CANNED 
VEGETABLES AND SOUPS (U.S. CL. 46). 


CLASS 30—STAPLE FOODS 


FOR COFFEE, TEA, COCOA, SUGAR, RICE TAPIOCA, SAGO, 
ARTIFICIAL COFFEE, GREEN TEA, RICE GRUEL, SPICES, VIN- 
EGAR AND SAUCES (U.S. CL. 46). 


SN 75-921,428. CHRISTIAN DIOR COUTURE, S.A., 75008 PARIS, 
FRANCE, FILED 2-17-2000. 











PRIORITY CLAIMED UNDER SEC. 44(D) ON FRANCE APPLI- 
CATION NO. 99811138, FILED 9-7-1999, REG. NO. 99811138, 
DATED 2-8-2000, EXPIRES 9-7-2009. 

OWNER OF U.S. REG. NOS. 1,123,944, 1,781,434 AND OTH- 
ERS. 

THE MARK CONSISTS OF A SECTION OF A CIRCLE, CUT 
OFF BY A STRAIGHT LINE, WHICH STRAIGHT LINE IN- 
CLUDES THEREON THE LETTERS CD. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR EYEGLASS CASES (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PASSPORT HOLDERS AND PEN CASES SOLD EMPTY 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


CLASS 18—LEATHER GOODS 


FOR ATHLETIC BAGS, ATTACHE CASES, BABY CARRIERS 
WORN ON THE BODY; BACKPACKS, BEACH BAGS, BEACH 
UMBRELLAS, BILLFOLDS, BOOK BAGS, BRIEFCASE-TYPE 
PORTFOLIOS, BRIEFCASES, BUSINESS CARD CASES, CARRY- 
ON BAGS, NON-MOTORIZED COLLAPSIBLE LUGGAGE 
CARTS, CHANGE PURSES, CLUTCH BAGS, CLUTCH PURSES, 
COIN PURSES, COSMETIC CASES SOLD EMPTY, CREDIT 
CARD CASES, DIAPER BAGS, DOCUMENT CASES, 
DRAWSTRING POUCHES, DUFFEL BAGS, FANNY PACKS, 
FELT POUCHES, GARMENT BAGS FOR TRAVEL, GOLF UM- 
BRELLAS, GYM BAGS, HANDBAGS, HAT BOXES FOR TRAV- 
EL, KEY CASES, KNAPSACKS, LUGGAGE, OVERNIGHT BAGS, 
OVERNIGHT CASES, PARASOLS, WALLETS, PATIO UMBREL- 
LAS, POCKETBOOKS, PURSES, SATCHELS, SCHOOL BAGS, 
SHOEBAGS FOR TRAVEL, LEATHER SHOPPING BAGS, MESH 
SHOPPING BAGS, TEXTILE SHOPPING BAGS, SHOULDER 
BAGS, ALL-PURPOSE SPORTS BAGS, SPORTSMAN’S HUNT- 
ING BAGS, SUITCASES, TOILETRY CASES SOLD EMPTY, 
TOTE BAGS, TRAVEL BAGS, LUGGAGE TRUNKS, UMBREL- 
LAS, VALISES. VANITY CASES SOLD EMPTY, WAIST PACKS, 
WALKING CANES FOR NON-MEDICAL PURPOSES AND WAL- 
LETS (U.S. CLS. 1, 2, 3, 22 AND 41). 
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SN 75-923,331. LA COSTA COMPANY LP, THE, ROCKVILLE, 
MD. FILED 2--22-2000. 


LA COSTA BEACH RESORT 


OWNER OF U.S. REG. NOS. 
1,481,948. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
““BEACH RESORT*’, APART FROM THE MARK AS SHOWN. 

THE WORDS “LA COSTA’ ARE SPANISH FOR ‘‘THE 
COAST” 


1,197,419, 1,445,623 AND 


CLASS 36—INSURANCE AND FINANCIAL 


FOR REAL ESTATE SERVICES, NAMELY, RESIDENTIAL 
REAL ESTATE LISTING AND VACATION REAL ESTATE TIME- 
SHARING (U.S. CLS. 100, 101 AND 102). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR PROVIDING RECREATIONAL FACILITY SERVICES, 
NAMELY, HEALTH CLUB AND COUNTRY CLUB SERVICES 
(U.S. CLS. 100, 101 AND 107). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR RESORT HOTEL, HEALTH SPA SERVICES AND RES- 
TAURANT SERVICES (U.S. CLS. 100 AND 101). 


SN 75-926,016. WITNESS FOR PEACE, INC., WASHINGTON, 
DC. FILED 2-23-2000. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PRINTED PUBLICATIONS, NAMELY, NEWSPAPERS, 
PAMPHLETS, POSTERS, AND INFORMATIONAL LEAFLETS 
FEATURING INTERNATIONAL FINANCE, INTERNATIONAL 
LABOR RIGHTS, CORPORATE ACCOUNTABILITY, INTER- 
NATIONAL DEBT RELIEF, AND INTERNATIONAL HUMAN 
RIGHTS ISSUES (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 7-8-1996; IN COMMERCE 7-8-1996. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL AND TRAINING SERVICES, NAMELY, 
ARRANGING AND CONDUCTING STUDY TOURS, CON- 
FERENCES, AND SEMINARS IN THE FIELDS OF INTER- 
NATIONAL FINANCE, INTERNATIONAL LABOR RIGHTS, COR- 
PORATE ACCOUNTABILITY, INTERNATIONAL DEBT RELIEF, 
AND INTERNATIONAL HUMAN RIGHTS (U.S. CLS. 100, 101 
AND 107). 

FIRST USE 7-8-1996; IN COMMERCE 7-8-1996. 
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SN 75-926,415. INTERNATIONAL APPAREL GROUP, LLC, 
ALISO VIEJO, CA. FILED 2-23-2000. 


XSPORTAL 


CLASS 35—ADVERTISING AND BUSINESS 


FOR ON-LINE COMPUTER SERVICES, NAMELY, PROVIDING 
INFORMATION REGARDING THE GOODS AND SERVICES OF 
OTHERS, IN THE NATURE OF A BUYER’S GUIDE DIRECTED 
AT YOUNG ADULTS AND TEENAGERS, BY MEANS OF A 
GLOBAL COMPUTER NETWORK (U.S. CLS. 100, 101 AND 102). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR CREATING AND PROVIDING INDEXES OF INFORMA- 
TION AND WEB SITES IN THE SPORTS AND ENTERTAIN- 
MENT FIELDS AVAILABLE ON COMPUTER NETWORKS FOR 
YOUNG ADULTS AND TEENAGERS (U.S. CLS. 100, 101 AND 
107). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR COMPUTER SERVICES, NAMELY, PROVIDING SEARCH 
ENGINES FOR OBTAINING DATA ON A GLOBAL COMPUTER 
NETWORK, PROVIDING DATABASES FEATURING GENERAL 
AND LOCAL NEWS, WEATHER, CURRENT EVENTS AND EN- 
TERTAINMENT (U.S. CLS. 100 AND 101). 


SN 75-926,630. E-COM AG, D-70184 STUTTGART, FED REP 
GERMANY, FILED 2-24-2000. 


WebPark 


THE MARK CONSISTS OF THE WORD “WEB” IN BLUE 
AND “PARK” IN RED. COLOR IS CLAIMED AS A FEATURE 
OF THE MARK. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER PROGRAMS FOR DATA PROCESSING IN 
THE FIELD OF CREATING WEBSITES, SEARCH ENGINES, 
EXTRANETS AND PASSWORD PROTECTED AREAS FOR EM- 
PLOYEES, SALES FORCE AND SELECTED SUPPLIERS OR 
CUSTOMERS, BROWSERS, PORTALS, MARKETPLACES, DI- 
RECTORIES, LINKS, AND RELATED USES OF A GLOBAL 
COMMUNICATIONS NETWORK (U.S. CLS. 21, 23, 26, 36 AND 
38). 


CLASS 42—MISCELLANEOUS SERVICES 

FOR CREATION OF COMPUTER PROGRAMS AND CON- 
SULTING FOR DATA PROCESSING IN THE FIELD OF CRE- 
ATING WEBSITES, SEARCH ENGINES, EXTRANETS AND 
PASSWORD PROTECTED AREAS FOR EMPLOYEES, SALES 
FORCE AND SELECTED SUPPLIERS OR CUSTOMERS, BROWS- 
ERS, PORTALS, MARKETPLACES, DIRECTORIES, LINKS, AND 
RELATED USES OF A GLOBAL COMMUNICATIONS NET- 
WORK (U.S. CLS. 100 AND 101). 
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SN 75-926.923. KELLWOOD COMPANY, CHESTERFIELD, MO 
FILED 2-24-2000 


SAG HARBOR 


OWNER OF U.S. REG. NOS. 1,224,369 AND 1,943,661 


CLASS 14—JEWELRY 


FOR COSTUME JEWELRY NAMELY, NECKLACES, 
EARRINGS, RINGS, BRACELETS AND ORNAMENTAL PINS 
(U.S. CLS. 2, 27, 28 AND 50). 


CLASS 18—LEATHER GOODS 

FOR HANDBAGS, WALLETS, CHANGE PURSES, BRIEFCASE- 
TYPE PORTFOLIOS. COSMETIC AND TOILETRY CASES SOLD 
EMPTY, BRIEFCASES. LEATHER KEY CASES, LEATHER KEY 
FOBS, ATTACHE CASES. BACKPACKS, TOTE BAGS, SPORTS 
BAGS, EVENING BAGS AND UMBRELLAS (U.S. CLS. 1, 2, 
3, 22 AND 41). 


CLASS 25—CLOTHING 

FOR LADIES’ AND GIRLS’ SCARVES, BELTS, SOCKS, HO- 
SIERY AND SWIMWEAR, LADIES’ AND GIRLS’ OUTERWEAR, 
NAMELY, HATS, GLOVES, MITTENS AND MUFFLERS (U.S. 
CLS. 22 AND 39) 


CLASS 26—FANCY GOODS 

FOR HAIR ORNAMENTS, NAMELY, HEAD BANDS, HAIR 
COMBS, HAIR CLIPS, HAIR PINS, ELASTIC HAIR BANDS AND 
BARRETTES (U.S. CLS. 37, 39, 40, 42 AND 50). 


SN 75-927,276. ART WOLFE INCORPORATED, SEATTLE, WA. 
FILED 2-24-2000. 


THE LIVING WILD 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR PRE-RECORDED VIDEO CASSETTES, AUDIO AND 
VIDEO TAPES, COMPACT DISKS, COMPUTER DISCS ALL FEA- 
TURING WILDLIFE AND NATURE THEMES; COMPUTER AC- 
CESSORIES. NAMELY, SCREEN SAVER PROGRAMS AND 
MOUSE PADS (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR PAPER GOODS AND PRINTED MATTER; NAMELY, 
BOOKS IN THE FIELD OF WILDLIFE AND NATURE, 
NOTEPADS, NOTE CARDS, CALENDARS AND STATIONERY 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 75-927,724. BRX, LTD., CLEVELAND, OH. FILED 2-24-2000. 


VITANTONIO 


CLASS 8—HAND TOOLS 


FOR HAND-OPERATED MACHINES FOR ROLLING AND 
CUTTING DOUGH INTO NOODLES, SPAGHETTI, RAVIOLI, 
AND THE LIKE (U.S. CLS. 23, 28 AND 44). 

FIRST USE 9-15-1966; IN COMMERCE 9-15-1966. 


OFFICIAL GAZETTE 
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CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 

FOR ELECTRIC COOKING APPLIANCES, NAMELY, ELEC- 
TRIC WAFFLE IRONS AND ELECTRIC PIZZELLE MAKERS 
(U.S. CLS. 13, 21, 23, 31 AND 34). 

FIRST USE 9-15-1966; IN COMMERCE 9-15-1966 


CLASS 21—HOUSEWARES AND GLASS 

FOR HOUSEHOLD UTENSILS, NAMELY, MANUALLY OPER- 
ATED FOOD STRAINERS (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 
AND 50) 

FIRST USE 9-15-1966; IN COMMERCE 9-15-1966. 


SN 75-928,339. BURNS ENGINEERING, INC., 
PA. FILED 2-26-2000 


PHILADELPHIA, 
Enjoy life better when you see better 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**“GROUP”’, APART FROM THE MARK AS SHOWN. 


CLASS 37—CONSTRUCTION AND REPAIR 

FOR LETTER, NAMELY, INDUSTRIAL, COMMERCIAL AND 
GOVERNMENTAL BUILDING CONSTRUCTION SERVICES (U.S 
CLS. 100, 103 AND 106). 

FIRST USE 10-11-1999; IN COMMERCE 10-11-1999 


CLASS 42—MISCELLANEOUS SERVICES 


FOR ENGINEERING SERVICES (U.S. CLS. 100 AND 101). 
FIRST USE 10-11-1999; IN COMMERCE 10-11-1999. 


SN 75-929,062. UNITED STATES COMPOSTING COUNCIL, AM- 
HERST, OH. FILED 2-28-2000. 


&)u 


OWNER OF U.S. REG. NO. 1,699,352. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**US’’, APART FROM THE MARK AS SHOWN. 

SEC. 2(F) AS TO **COMPOSTING COUNCIL”. 


Composting 
Council 


CLASS 35—ADVERTISING AND BUSINESS 

FOR MARKET RESEARCH SERVICES (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 11-4-1998; IN COMMERCE 11-4-1998. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR ASSOCIATION SERVICES, NAMELY, PROMOTING THE 
INTEREST OF THOSE SEEKING ALTERNATIVES IN SOLID 
WASTE DISPOSAL AND SCIENTIFIC RESEARCH SERVICES IN 
THE FIELD OF SOLID WASTE DISPOSAL (U.S. CLS. 100 AND 
101). 

FIRST USE 11-4-1998; IN COMMERCE 11-4-1998. 
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SN 75-931,039. CENDANT PUBLISHING, INC., 
FILED 2-28-2000 


AURORA, CO. 


THE GREAT EXPERIENCES 
PROGRAM 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**PROGRAM”’, APART FROM THE MARK AS SHOWN 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR BOOKS CONTAINING COUPONS AND CARDS WHICH 
ENTITLE THE HOLDER TO RECEIVE DISCOUNTS ON DINING, 
HOTEL ACCOMMODATIONS, TRAVEL, CONSUMER MER- 
CHANDISE AND OTHER LEISURE ACTIVITIES; AND PRINTED 
DIRECTORIES OF BUSINESSES HONORING SUCH DISCOUNTS 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


CLASS 35—ADVERTISING AND BUSINESS 


FOR CONSUMER MEMBERSHIP SERVICES; NAMELY, PRO- 
VIDING INFORMATION AND ARRANGING FOR DISCOUNTS 
ON DINING, HOTEL ACCOMMODATIONS, TRAVEL AND 
OTHER LEISURE ACTIVITIES, AND CONSUMER MERCHAN- 
DISE; PROMOTING THE GOODS AND SERVICES OF OTHERS 
THROUGH THE DISTRIBUTION OF COUPON BOOKS, CARDS 
AND DIRECTORIES WHICH ENTITLE THE HOLDER TO RE- 
CEIVE DISCOUNTS ON DINING, HOTEL ACCOMMODATIONS, 
TRAVEL AND OTHER LEISURE ACTIVITIES, AND CONSUMER 
MERCHANDISE; AND BY PROVIDING VIA COMPUTER ON- 
LINE SERVICES A MEMBERSHIP PROGRAM ENTITLING THE 
PARTICIPANTS TO RECEIVE DISCOUNTS ON DINING, HOTEL 
ACCOMMODATIONS, TRAVEL AND OTHER LEISURE ACTIVI- 
TIES, AND CONSUMER MERCHANDISE; AND PROVIDING IN 
CONNECTION THEREWITH AN ON-LINE DIRECTORY OF IN- 
FORMATION ABOUT THE PROGRAM AND THE PARTICI- 
PATING BUSINESSES (U.S. CLS. 100, 101 AND 102). 


SN 75-931,615. ELECTRIC VISUAL EVOLUTION LLC, NEW- 
PORT BEACH, CA. FILED 2-29-2000. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR EYEGLASSES AND SUNGLASSES (U.S. CLS. 21, 23, 26, 
36 AND 38). 


CLASS 14—JEWELRY 
FOR WATCHES (U.S. CLS. 2, 27, 28 AND 50). 
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CLASS 25—CLOTHING 
FOR SHORTS, T-SHIRTS, PANTS, SHIRTS, SURF TRUNKS, 


SWEATSHIRTS, SWEATPANTS, JACKETS, HATS, SHOES AND 
SOCKS (U.S. CLS. 22 AND 39) 


CLASS 28—TOYS AND SPORTING GOODS 


FOR SKI GOGGLES, SNOW GOGGLES AND MOTOR-CROSS 
GOGGLES (U.S. CLS. 22, 23, 38 AND 50). 


SN 75-933,679. SAFCO TECHNOLOGIES, INC., CHICAGO, IL. 
FILED 3-1-2000. 


RECON 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PRINTED MARKET RESEARCH REPORTS CONTAINING 
INFORMATION ABOUT WIRELESS NETWORKS AND WIRE- 
LESS NETWORK COVERAGE (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND S50). 


CLASS 35—ADVERTISING AND BUSINESS 
FOR MARKET ANALYSIS AND MARKET RESEARCH SERV- 


ICES; CONDUCTING BUSINESS AND MARKETING STUDIES 
(U.S. CLS. 100, 101 AND 102). 


SN 75-934,023. L.A. GEAR, INC., LOS ANGELES, CA. FILED 
3-3-2000. 


OWNER OF U.S. REG. NOS. 1,325,941, 1,856,290 AND OTH- 
ERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
‘““SHOES”’, ‘‘APPAREL”’ AND ‘“‘ACCESSORIES”*, APART FROM 
THE MARK AS SHOWN. 

SEC. 2(F) AS TO “LA GEAR”. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR EYEWEAR, NAMELY, EYEGLASSES AND SUNGLASSES 
(U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 14—JEWELRY 
FOR WATCHES (U.S. CLS. 2, 27, 28 AND 50). 
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CLASS 18—LEATHER GOODS 


FOR BAGS, NAMELY, ALL PURPOSE ATHLETIC BAGS, ALL 
PURPOSE SPORT BAGS, BACKPACKS, KNAPSACKS, SCHOOL 
BAGS, PURSES AND HANDBAGS (U.S. CLS. 1, 2, 3, 22 AND 
41). 


CLASS 25—CLOTHING 


FOR FOOTWEAR AND CLOTHING, NAMELY, SHIRTS, TEE- 
SHIRTS, SWEAT SHIRTS, SWEATERS, PANTS, SWEAT PANTS, 
SHORTS, LEGGINGS, TIGHTS, SKIRTS, DRESSES, JUMPERS, 
JACKETS, OVERALLS, WARM-UP SUITS, WIND SUITS, BODY 
SUITS, BRASSIERES, SPORTS BRASSIERES, UNDERWEAR, 
SWIM WEAR, SOCKS, HATS, SHOES, ATHLETIC SHOES, SAN- 
DALS AND BOOTIES (U.S. CLS. 22 AND 39). 


SN  75-934,375. CARDIN ELETTRONICA SP.A., 
VENDEMIANO (TREVISO), ITALY, FILED 3-7-2000. 


SAN 


T  QCmny 


AUTOM Fag 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*‘AUTOMATION”’, APART FROM THE MARK AS SHOWN. 

THE DRAWING IS IN PART THE DESIGN OF THE STYLIZED 
LETTER ‘‘T’’ AND “C’’ INTERLOCKING WITH ONE AN- 
OTHER. 


CLASS 7—MACHINERY 


FOR GEARED MOTORS AND MOTORS FOR GATES, DOORS, 
AND WINDOWS (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR ELECTRIC AND ELECTRONIC DEVICES FOR THE CON- 
TROL OF DOORS, GATES AND WINDOWS, NAMELY ELEC- 
TRONIC PROGRAMMERS, INFRARED TRANSMITTERS AND 
DETECTORS, WARNING LIGHTS, AND RADIO CONTROLLED 
DEVICES, NAMELY, TRANSMITTERS AND RECEIVERS (U.S. 
CLS. 21, 23, 26, 36 AND 38). 


SN 75-934,543. ARUSA INTERNATIONAL, INC., NEW YORK, 
NY. FILED 3-1-2000. 


ARUS 


CLASS 24—FABRICS 


FOR BATH TOWELS (U.S. CLS. 42 AND 50). 
FIRST USE 1-17-2000, IN COMMERCE 1-17-2000. 


GAZETTE FEB 20, 2001 
CLASS 25—CLOTHING 


FOR BATHROBES (U.S. CLS. 22 AND 39). 
FIRST USE 11-15-1999; IN COMMERCE 11-15-1999. 


SN 75-936,533. PUBLICWEBPHONE INC., RESTON, VA. FILED 
3-6-2000. 


OneClick Call 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
““CALL’’, APART FROM THE MARK AS SHOWN. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR VOICE ENABLING COMPUTER SOFTWARE FOCUSING 
SPECIFICALLY ON MAKING VOICE COMMUNICATIONS 
OVER GLOBAL COMPUTER INFORMATION NETWORKS 
MORE READILY AVAILABLE OR MORE PUBLICLY AVAIL- 
ABLE (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 38—COMMUNICATION 


FOR TELEPHONE COMMUNICATIONS SERVICES, NAMELY, 
PROVIDING ENHANCED VOICE COMMUNICATIONS OVER 
GLOBAL COMPUTER NETWORKS BY MEANS OF COM- 
PUTERS (U.S. CLS. 100, 101 AND 104). 


SN 75-936,534. PUBLICWEBPHONE INC., RESTON, VA. FILED 
3-6-2000. 


OneClick Commerce 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR VOICE ENABLING COMPUTER SOFTWARE FOCUSING 
SPECIFICALLY ON MAKING VOICE COMMUNICATIONS 
OVER GLOBAL COMPUTER INFORMATION NETWORKS 
MORE READILY AVAILABLE OR MORE PUBLICLY AVAIL- 
ABLE (U.S. CLS. 21, 23, 26, 36 AND 38). - 


CLASS 38—COMMUNICATION 

FOR TELEPHONE COMMUNICATIONS SERVICES, NAMELY, 
PROVIDING ENHANCED VOICE COMMUNICATIONS OVER 
GLOBAL COMPUTER NETWORKS BY MEANS OF COM- 
PUTERS (U.S. CLS. 100, 101 AND 104). 


SN 75-937,781. IVAN CARLSON & ASSOCIATES, INC., DBA 
THEATRE DESIGN ASSOCIATES, INC., CHICAGO, IL. FILED 
3-7-2000. 


THEATERINABOX 
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CLASS 35—ADVERTISING AND BUSINESS 

FOR DISTRIBUTORSHIPS AND RETAIL SERVICES BY DI- 
RECT SOLICITATION BY SALES AGENTS FEATURING COM- 
PONENTS FOR IN-HOME MODULAR AUDIO AND VIDEO EN- 
TERTAINMENT CENTERS. NAMELY, ELECTRONIC EQUIP- 
MENT, FURNITURE AND DECORATIVE AND BUILDING MA- 
TERIALS (U.S. CLS. 100, 101 AND 102). 


CLASS 42—MISCELLANEOUS SERVICES 

FOR DESIGN FOR OTHERS OF IN-HOME MODULAR AUDIO 
AND VIDEO ENTERTAINMENT CENTERS FOR DO-IT-YOUR- 
SELF ASSEMBLY (U.S. CLS. 100 AND 101). 


SN 75-938.530. FINE ARTS ENGRAVING COMPANY, BURR 
RIDGE, IL. FILED 3-8-2000. 


BRANDSTORE 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER SOFTWARE FOR INVENTORY MANAGE- 
MENT AND ORDERING OF PRINTED, ENGRAVED. EM- 
BOSSED, AND LITHOGRAPHED MATERIALS (U.S. CLS. 21, 23, 
26. 36 AND 38). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR BOND PAPER: RECYCLABLE BOND PAPER; ENGRAV- 
ING PLATES; ENGRAVED, EMBOSSED, AND LITHOGRAPHED 
MATERIALS, NAMELY, STATIONERY, ENVELOPES. BOND 
PAPER, AND BUSINESS CARDS (U.S. CLS. 2, 5, 22, 23, 29, 
37, 38 AND 50). 


CLASS 35—ADVERTISING AND BUSINESS 

FOR MANAGEMENT AND BUSINESS CONSULTING SERV- 
ICES IN THE FIELD OF DESIGN, INVENTORY, AND ORDER- 
ING OF PRINTED, ENGRAVED, EMBOSSED, AND 
LITHOGRAPHED MATERIALS, MANAGEMENT AND BUSINESS 
CONSULTING SERVICES IN THE FIELD OF ELECTRONIC 
COMMERCE; AND COMPUTERIZED ON-LINE ORDERING 
SERVICES IN THE FIELD OF PRINTED, ENGRAVED, EM- 
BOSSED AND LITHOGRAPHED MATERIALS, NAMELY, STA- 
TIONERY, ENVELOPES, BOND PAPER, AND BUSINESS CARDS 
(U.S. CLS. 100, 101 AND 102). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR COMPUTER SERVICES, NAMELY, DESIGNING AND IM- 
PLEMENTING WEB SITES FOR OTHERS (U.S. CLS. 100 AND 
101). 


SN 75-939,261. CORNERSTONE RETAIL SOLUTIONS, INC.. 
AUSTIN, TX. FILED 3-6-2000. 


36% ommerce 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**COMMERCE”’, APART FROM THE MARK AS SHOWN. 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER HARDWARE, SOFTWARE, AND PERIPH- 
ERALS FOR OPERATING ELECTRONIC COMMERCE POINT- 
OF-SALE, KIOSK, STORE, AND RETAIL SALE NETWORKS 
OVER THE GLOBAL COMPUTER COMMUNICATIONS NET- 
WORK (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 42—MISCELLANEOUS SERVICES 

FOR CONSULTATION AND DEVELOPMENT SERVICES, 
NAMELY, COMPUTER AND SOFTWARE CONSULTATION AND 
CUSTOM DEVELOPMENT SERVICES, INCLUDING DEVEL- 
OPING AND IMPLEMENTING FOR BUSINESSES A VARIETY 
OF POINT-OF-SALE, KIOSK, STORE AND RETAIL SALE COM- 
PUTER SYSTEMS, AND THE PROGRAMMING, DESIGN, IN- 
STALLATION AND MANAGEMENT OF SOFTWARE FOR OTH- 
ERS FOR USE IN RETAIL ENVIRONMENTS, INCLUDING ELEC- 
TRONIC COMMERCE AND GLOBAL COMPUTER NETWORK 
ENVIRONMENTS (U.S. CLS. 100 AND 101). 


SN 75-940,165. GOLDEN HILL PAUGUSSETT INDIAN TRIBE, 
HARTFORD, CT. FILED 2-19-2000. 


GOLDEN HILL 


CLASS 35—ADVERTISING AND BUSINESS 

FOR RETAIL APPAREL STORES, RETAIL JEWELRY STORES; 
RETAIL GIFT SHOPS; RETAIL PHARMACY SERVICES (U.S. 
CLS. 100, 101 AND 102). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL AND ENTERTAINMENT SERVICES IN 
THE NATURE OF BINGO CENTERS, AMUSEMENT CENTERS, 
AMUSEMENT PARK RIDES. CASINOS, CINEMA THEATERS, 
HEALTH CLUBS, AND GOLF COURSES; PROVIDING A LI- 
BRARY AND MUSEUM RELATING TO NATIVE AMERICANS; 
ARRANGING AND CONDUCTING EDUCATIONAL AND CUL- 
TURAL ENTERTAINMENT AND EXHIBITIONS RELATING TO 
NATIVE AMERICANS; LIVE MUSICAL AND DANCE PER- 
FORMANCES; BOARD GAME COMPETITIONS; DEVELOPMENT 
AND DISSEMINATION OF EDUCATIONAL MATERIALS OF 
OTHERS RELATING TO NATIVE AMERICANS (U.S. CLS. 100, 
101 AND 107). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR HOTEL ACOMMODATIONS; CAFES AND RES- 
TAURANTS; NIGHT CLUBS; COCKTAIL LOUNGE BUFFETS; 
PROVIDING HEALTH SPAS, BEAUTY AND HAIR SALONS (U.S 
CLS. 100 AND 101). 


SN 75-940,946. CHF INDUSTRIES, INC., NEW YORK, NY. FILED 
3-10-2000. 


IT’S MY ROOM, TOO 


OWNER OF U.S. REG. NO. 2,133,025. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 
FOR PILLOWS (U.S. CLS. 2, 13, 22, 25, 32 AND 50). 
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CLASS 24—FABRICS 


FOR TEXTILE GOODS, NAMELY, PILLOW CASES, SHEETS, 
COMFORTERS, DUST RUFFLES, TABLE CLOTHS, CURTAINS, 
DRAPERIES, VALANCES, CURTAIN TIE BACKS (U.S. CLS. 42 
AND 50). 


SN 75-940.947. CHF INDUSTRIES, INC., NEW YORK, NY. FILED 
3-10-2000. 


MY ROOM, TOO 


OWNER OF U.S. REG. NO. 2,133,025. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 
FOR PILLOWS (U.S. CLS. 2, 13, 22, 25, 32 AND 50). 


CLASS 24—FABRICS 


FOR TEXTILE GOODS, NAMELY, PILLOW CASES, SHEETS, 
COMFORTERS, DUST RUFFLES, TABLE CLOTHS, CURTAINS, 
DRAPERIES. VALANCES, CURTAIN TIE BACKS (U.S. CLS. 42 
AND 50). 


SN 75-941,048. SPEEDCO, INC., CAYUGA, IN. FILED 3-10-2000. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**TRUCK LUBE”’’, APART FROM THE MARK AS SHOWN. 

THE DRAWING IS LINED FOR THE COLORS YELLOW AND 
BLUE, WITH THE WORDS “*SPEEDCO TRUCK LUBE” IN YEL- 
LOW, THE OVAL BACKGROUND OF THOSE WORDS IS BLUE, 
AND A YELLOW RING SURROUNDS THE BLUE BACK- 
GROUND 


CLASS 21—HOUSEWARES AND GLASS 
FOR MUGS (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). 


CLASS 25—CLOTHING 


FOR CLOTHING, NAMELY T-SHIRTS, HATS AND JACKETS 
(U.S. CLS. 22 AND 39). 


CLASS 37—CONSTRUCTION AND REPAIR 

FOR TRUCK MAINTENANCE SERVICES, NAMELY, LUBRI- 
CATION, OIL CHANGE, ANTIFREEZE TESTING AND ANAL- 
YSIS OF OIL FOR IMPURITIES (U.S. CLS. 100, 103 AND 106). 


OFFICIAL GAZETTE 
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SN 75-941,049. SPEEDCO, INC., CAYUGA, IN. FILED 3-10-2000. 


Not Just Paster. Beiter. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**TRUCK LUBE’’, APART FROM THE MARK AS SHOWN. 

THE DRAWING IS LINED FOR THE COLORS YELLOW AND 
BLUE, WITH THE WORDS ‘*SPEEDCO TRUCK LUBE” IN YEL- 
LOW, THE OVAL BACKGROUND OF THOSE WORDS IS BLUE, 
A YELLOW RING SURROUNDS THE BLUE BACKGROUND, 
AND THE TERMINOLOGY ‘*NOT JUST FASTER. BETTER.” IS 
BLUE. 


CLASS 21—HOUSEWARES AND GLASS 
FOR MUGS (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). 


CLASS 25—CLOTHING 


FOR CLOTHING, NAMELY T-SHIRTS, HATS AND JACKETS 
(U.S. CLS. 22 AND 39). 


CLASS 37—CONSTRUCTION AND REPAIR 

FOR TRUCK MAINTENANCE SERVICES, NAMELY, LUBRI- 
CATION, OIL CHANGE, ANTIFREEZE TESTING AND ANAL- 
YSIS OF OIL FOR IMPURITIES (U.S. CLS. 100, 103 AND 106). 


SN 75-941,331. THOMAS NELSON, 
FILED 3-10-2000. 


INC., NASHVILLE, TN. 


EXTREME FOR JESUS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*‘ JESUS”, APART FROM THE MARK AS SHOWN. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR COMPUTER PERIPHERAL, NAMELY MOUSE PADS, 
COMPUTER PROGRAMS IN THE FIELD OF SCREEN SAVERS, 
PROTECTIVE OR SAFETY HELMETS, AND CARRYING CASES 
FOR COMPACT DISCS (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 12—VEHICLES 
FOR BICYCLES (U.S. CLS. 19, 21, 23, 31, 35 AND 44). 


CLASS 14—JEWELRY 


FOR JEWELRY, NAMELY BRACELETS, NECKLACES, RINGS, 
CHOKERS, PINS AND EARRINGS (U.S. CLS. 2, 27, 28 AND 
50). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR BIBLES BOOKS FEATURING RELIGIOUS CONTENT, 
SCRIPTURES, INSPIRATIONAL MESSAGES AND DEVOTIONAL 
MESSAGES, BLANK JOURNALS, CALENDARS, BUMPER 
STICKERS, DAILY PLANNERS, POSTERS, PENS, PENCILS, 
TEMPORARY TATTOOS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 
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CLASS 18—LEATHER GOODS 
FOR BACKPACKS (U.S. CLS. 1, 2, 3, 22 AND 41). 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR NON-METAL KEY CHAINS (US. CLS. 2, 
32 AND 50). 


$2, 22. 3. 


CLASS 21—HOUSEWARES AND GLASS 
FOR CUPS (U.S. CLS. 2. 13, 23, 29, 30, 33, 40 AND 50). 


CLASS 25—CLOTHING 


FOR HATS, SHIRTS, SHORTS, AND SWIM WEAR (U.S. CLS 
22 AND 39). 


CLASS 26—FANCY GOODS 


FOR ORNAMENTAL NOVELTY BUTTONS (U.S. CLS. 37, 39, 
40, 42 AND S50). 


CLASS 28—TOYS AND SPORTING GOODS 


FOR SURF BOARDS, SKATE BOARDS, SNOW BOARDS, IN- 
LINE SKATES (U.S. CLS. 22, 23, 38 AND 50). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR COMPUTER SERVICES, NAMELY, PROVIDING ELEC- 
TRONIC GREETING CARDS VIA A GLOBAL COMPUTER NET- 
WORK (U.S. CLS. 100 AND 101). 


SN 75-941,758. SPEEDCO, INC.. CAYUGA, IN. FILED 3-10-2000. 














Not Just Faster. Better. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**TRUCK LUBE’’, APART FROM THE MARK AS SHOWN. 

THE DRAWING IS LINED FOR THE COLORS YELLOW AND 
BLUE, WITH THE WORDS *‘SPEEDCO TRUCK LUBE” IN YEL- 
LOW, THE OVAL BACKGROUND OF THOSE WORDS IS BLUE, 
AND THE TERMINOLOGY **NOT JUST FASTER. BETTER.”* IS 
BLUE. 


CLASS 21I—HOUSEWARES AND GLASS 
FOR MUGS (U.S. CLS. 2, 13, 23, 29, 30, 33. 40 AND 50). 


CLASS 25—CLOTHING 


FOR CLOTHING, NAMELY T-SHIRTS. HATS AND JACKETS 
(U.S. CLS. 22 AND 39). 


CLASS 37—CONSTRUCTION AND REPAIR 

FOR TRUCK MAINTENANCE SERVICES. NAMELY, LUBRI- 
CATION, OIL CHANGE, ANTIFREEZE TESTING AND ANAL- 
YSIS OF OIL FOR IMPURITIES (U.S. CLS. 100, 103 AND 106). 


U.S. PATENT AND TRADEMARK OFFICE 


T™ 83 


SN 75-955,638. QUALLS-CUSHING, MARY, GAINESVILLE, VA. 
FILED 3-9-2000. 


KAMIKRAZE 


CLASS 18—LEATHER GOODS 

FOR BAGS, NAMELY, ALL PURPOSE SPORTS, ATHLETIC, 
BEACH, DUFFEL, TOTE, BOOK BAGS, BACK-PACKS, PURSES, 
LUGGAGE, NAMELY, OVERNIGHT BAGS, CARRY-ON BAGS 
(U.S. CLS. 1, 2, 3, 22 AND 41). 


CLASS 25—CLOTHING 

FOR SPORTS CLOTHING, NAMELY, SHIRTS, SHORTS, T- 
SHIRTS, CAPS, BANDANAS, JACKETS, COATS, SWEATERS, 
JOGGING SUITS, SWEAT CLOTHES, NAMELY, SWEAT SUITS, 
SWEAT SHIRTS, SWEATBANDS, AND SWEAT PANTS, BEACH- 
WEAR, NAMELY SWIMSUITS, BEACH COVER-UPS, SKIWEAR 
NAMELY, SKI PANTS, AFTER-SKI BOOTS, SKI JACKETS, 
SHOES, NAMELY, ATHLETIC SHOES, SNEAKERS, 
SNOWBOARD BOOTS (U.S. CLS. 22 AND 39). 


SN 75-979.560. BLUE PACIFIC FLAVORS & FRAGRANCES, 
INC., CITY OF INDUSTRY, CA. FILED 6-15-1999. 
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BLUE Pacific 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**FLAVORS & FRAGRANCES, INC.”", APART FROM THE MARK 
AS SHOWN. 

THE LINING SHOWN IN THE DRAWING IS A FEATURE 
OF THE MARK AND NOT INTENDED TO INDICATE COLOR. 


CLASS 1—CHEMICALS 

FOR SYNTHETIC FRAGRANCES FOR USE IN THE MANU- 
FACTURING OF TOILETRIES AND COSMETICS (U.S. CLS. 1, 
5, 6, 10, 26 AND 46). 

FIRST USE 3-0-1993; IN COMMERCE 3-0-1993. 


CLASS 2—PAINTS 

FOR COLORANTS FOR USE IN THE MANUFACTURING OF 
FOOD (U.S. CLS. 6, 11 AND 16). 

FIRST USE 3-0-1993; IN COMMERCE 3-0-1993. 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 

FOR ESSENTIAL OILS FOR FOOD FLAVORING; ESSENTIAL 
OILS FOR PERSONAL USE; ESSENTIAL OILS FOR USE IN 
MANUFACTURING OF FOOD FLAVORINGS AND SYNTHETIC 
FRAGRANCES (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 3-0-1993; IN COMMERCE 3-0-1993. 
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SN 75-979.880. OPUS COMMUNICATIONS, MARBLEHEAD, MA. 
FILED 6-9-1999. 


THE 
GREELEY 
EDUCATION 
COMPANY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“EDUCATION COMPANY”, APART FROM THE MARK AS 
SHOWN. 

THE LINING IN THE DRAWING IS A FEATURE OF THE 
MARK AND NOT INTENDED TO INDICATE COLOR. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR VIDEO AND AUDIOTAPES FEATURING INFORMATION 
RELEVANT TO THE HEALTHCARE INDUSTRY, NAMELY, 
HEALTHCARE AND HEALTHCARE MANAGEMENT AND AD- 
MINISTRATION (U.S. CLS. 21, 23, 26, 36 AND 38) 

FIRST USE 1-1-1997; IN CGMMERCE 1-1-1997. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL SERVICES, NAMELY CONDUCTING 
CLASSES, SEMINARS. CONFERENCES AND WORKSHOPS IN 
THE FIELD OF HEALTHCARE AND HEALTHCARE MANAGE- 
MENT AND ADMINISTRATION AND DISTRIBUTING COURSE 
MATERIALS IN CONNECTION THEREWITH (U.S. CLS. 100, 101 
AND 107). 

FIRST USE 1-1-1997; IN COMMERCE 1-1-1997 


SN 76-000,490. GENERAL MEDIA COMMUNICATIONS, INC., 
NEW YORK, NY. FILED 3-15-2000. 


PENTHOUSE MENS CLUB 


OWNER OF U.S. REG. NOS. 1,282,978, 1,904,224 AND OTH- 
ERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**MEN’S CLUB’’, APART FROM THE MARK AS SHOWN. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR ENTERTAINMENT SERVICES, NAMELY, PROVIDING 
LIVE DANCE PERFORMANCES, MODEL SEARCHES, AND SPE- 
CIAL APPEARANCES BY YOUNG WOMEN SELECTED AS 
CENTERFOLDS OR ANNUAL AWARD WINNERS (U.S. CLS 
100. 101 AND 107). 

FIRST USE 4-1-1999; IN COMMERCE 4-1-1999. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR RESTAURANT, NIGHT CLUB AND BAR SERVICES (U.S. 
CLS. 100 AND 101). 
FIRST USE 4-1-1999; IN COMMERCE 4-1-1999. 
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SN 76-002,666. TRUSERV CORPORATION, CHICAGO, IL. FILED 
3-16-2000. 


GRILL ZONE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
““GRILL”’", APART FROM THE MARK AS SHOWN. 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR BARBECUE CLEANERS AND DEGREASERS (U.S. CLS. 
1, 4, 6, 50, 51 AND 52), 


CLASS 4—LUBRICANTS AND FUELS 


FOR WOOD CHIPS FOR USE AS FUEL, CHARCOAL BRI- 
QUETTES, CHARCOAL LIGHTER FLUID FOR BARBECUES, 
FLAVORED SMOKING WOODS (U.S. CLS. 1, 6 AND 15) 


CLASS 8—HAND TOOLS 


FOR BARBECUE UTENSILS AND ACCESSORIES, NAMELY, 
FORKS, TONGS, CLEAVERS, SPOONS, KNIVES, MALLETS, 
HAND-OPERATED SLICERS, SCISSORS, SPOONS, TABLEWARE 
NAMELY KNIVES, FORKS, AND SPOONS, TOOL APRONS AND 
TOOL BELTS (U.S. CLS. 23, 28 AND 44). 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 

FOR BARBECUE EQUIPMENT, NAMELY GAS BARBECUE 
IGNITERS, LIGHTERS, BARBECUE GRILLS, ROTISSERIES, 
GRIDDLES, GRILL COVERS, WHEELS FOR BARBECUES, IGNI- 
TORS FOR GRILLS, KNOBS AND PARTS FOR BARBECUE 
GRILLS (U.S. CLS. 13, 21, 23, 31 AND 34). 


CLASS 21—HOUSEWARES AND GLASS 

FOR BARBECUE ACCESSORIES, NAMELY, COOKING SKEW- 
ERS, KITCHEN LADLES, BASTING BRUSHES, WIRE GRILL 
BRUSHES, COOKING GRATES AND GRILLS, TURNERS, CUT- 
TING BOARDS, TRIVETS, SPIT BASKETS, GRILL SCRUBBING 
BRUSHES, GRILL CLEANING BRUSHES AND GRILL SCRAP- 
ERS, SPATULAS, GRILLING BASKETS (U.S. CLS. 2, 13, 23, 
29, 30, 33, 40 AND 50). 


CLASS 24—FABRICS 


FOR FIRE-RETARDANT BARBECUE MITTS (U.S. CLS. 42 
AND 50). 


CLASS 25—CLOTHING 

FOR CLOTHING ITEMS FOR USE IN CONNECTION WITH 
BARBECUEING NAMELY, APRONS, GLOVES, HATS, MENS 
AND WOMENS TOPS, SHIRTS AND T-SHIRTS (U.S. CLS. 22 
AND 39). 


CLASS 30—STAPLE FOODS 


FOR COOKING SPICES NAMELY BARBECUE SAUCES AND 
BARBECUE FLAVORINGS (U.S. CL. 46). 


SN 76-005,112. MARINO BUILDING SYSTEMS CORP., SOUTH 
PLAINFIELD, NJ. FILED 3-20-2000. 


AMERICAN PANEL TEC 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**PANEL TEC’’, APART FROM THE MARK AS SHOWN. 
SEC. 2(F). 
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CLASS 6—METAL GOODS 

FOR METAL WALL PANELS, PREFABRICATED METAL 
BUILDINGS, STEEL BEAMS (U.S. CLS. 2, 12, 13, 14, 23, 25 
AND 50). 

FIRST USE 0-0-1989; IN COMMERCE 0-0-1989. 


CLASS 19—NON-METALLIC BUILDING 
MATERIALS 

FOR NON-METAL WALL PANELS, PREFABRICATED NON- 
METAL BUILDINGS, CONCRETE BEAMS, WOOD BEAMS (U.S. 
CLS. 1, 12, 33 AND 50). 

FIRST USE 0-0-1989; IN COMMERCE 0-0-1989. 


CLASS 37—CONSTRUCTION AND REPAIR 

FOR CONSTRUCTION AND REPAIR OF BUILDINGS; RESI- 
DENTIAL AND COMMERCIAL BUILDING CONSTRUCTION 
(U.S. CLS. 100, 103 AND 106). 

FIRST USE 0-0-1989; IN COMMERCE 0-0-1989. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR CONSTRUCTION DRAFTING; ENGINEERING (U.S. CLS. 
100 AND 101). 

FIRST USE 0-0-1989; IN COMMERCE 0-0-1989. 


SN 76-006,738. SARCOS L.C., SALT LAKE CITY, UT. FILED 
3-21-2000. 


WALKING MAN 


CLASS 7—MACHINERY 

FOR MOBILE ROBOTS FOR USE IN TRANSPORTING AND 
MOVING OBJECTS FOR INDUSTRIAL USE (U.S. CLS. 13, 19, 
21, 23, 31, 34 AND 35). 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR MOBILE ROBOTS FOR USE IN TRANSPORTING AND 
MOVING OBJECTS FOR LABORATORY AND ENTERTAIN- 
MENT PURPOSES (U.S. CLS. 21, 23, 26, 36 AND 38). 
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SN 76-007,244. SUNPENTOWN INTERNATIONAL INC., CITY OF 
INDUSTRY, CA. FILED 3-22-2000. 














THE ENGLISH TRANSLATION OF **TAKASIMA” IS *‘HIGH 
ISLAND”. 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR HOUSEHOLD AIR CLEANERS, AIR PURIFYING UNITS 
FOR DOMESTIC USE, ELECTRIC FANS, HUMIDIFIERS, ELEC- 
TRIC FANS, ELECTRIC GRIDDLES, ELECTRIC HEATERS, 
ELECTRIC HOT PLATES, ELECTRIC KETTLES, AIR CONDI- 
TIONERS, ELECTRIC LAMPS, LAMP SHADES, OVENS FOR DO- 
MESTIC COOKING, ELECTRIC PRESSURE COOKERS, ELEC- 
TRIC RICE COOKERS, ELECTRIC STOVES, ELECTRIC TOAST- 
ERS, KEROSENE HEATERS, WATER DISPENSERS FOR DO- 
MESTIC USE AND ELECTRIC SLOW COOKERS (U.S. CLS. 13, 
21, 23, 31 AND 34). 


CLASS 21—HOUSEWARES AND GLASS 


FOR COOKWARE, NAMELY, RICE DISPENSERS, COOKING 
POTS, METAL COOKING PANS, FRYING PANS AND RACKS 
FOR DRYING DISHES (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 
50). 


SN 76-007,768. VECTRIX CORPORATION, DALLAS, TX. FILED 
3-23-2000. 


NSTORM 


CLASS 35—ADVERTISING AND BUSINESS 

FOR MARKETING AND PROMOTION OF THE GOODS AND 
SERVICES OF OTHERS USING INTERACTIVE GAMES AND 
ANIMATION PROVIDED VIA THE GLOBAL COMPUTER NET- 
WORK (U.S. CLS. 100, 101 AND 102). 

FIRST USE 4-0-1999; IN COMMERCE 4-0-1999. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR PROVIDING ON-LINE INTERACTIVE GAMES AND ANI- 
MATION VIA THE GLOBAL COMPUTER NETWORK (U.S. CLS. 
100, 101 AND 107). 

FIRST USE 4-0-1999; IN COMMERCE 4-0-1999. 
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SN 76-008,204. FLEETBOSTON FINANCIAL CORPORATION, 


SN 76-008,959. CLOTHESTIME STORES, INC., ANAHEIM, CA. 
BOSTON, MA. BY CHANGE OF NAME FLEET BOSTON COR- 


FILED 3-24-2000. 


PORATION, BOSTON, MA. FILED 3-23-2000. 


THE STIPPLING IN THE DRAWING APPEARS IS FOR SHAD- 
ING PURPOSES ONLY. 


CLASS 35—ADVERTISING AND BUSINESS 

FOR ON-LINE COMPUTER SERVICES, NAMELY, PROVIDING 
A FACILITY FOR AGGREGATING AND ACCESSING USER'S 
PERSONAL OR BUSINESS INFORMATION AND PROVIDING 
ACCESS TO THE DATABASE OF GENERAL INFORMATION 
OVER A GLOBAL COMPUTER NETWORK (U.S. CLS. 100, 101 
AND 102). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR PERSONAL CONCIERGE SERVICES, NAMELY, PER- 
SONAL ASSISTANT AND PERSONAL SHOPPING SERVICES 
FOR OTHERS PROVIDED OVER A GLOBAL COMPUTER NET- 
WORK (U.S. CLS. 100 AND 101). 


SN 76-008,205. FLEETBOSTON FINANCIAL CORPORATION, 
BOSTON, MA. BY CHANGE OF NAME FLEET BOSTON COR- 
PORATION, BOSTON, MA. FILED 3-23-2000. 


netfriday, 


THE STIPPLING IN THE DRAWING APPEARS IS FOR SHAD- 
ING PURPOSES ONLY. 


CLASS 35—ADVERTISING AND BUSINESS 

FOR ON-LINE COMPUTER SERVICES, NAMELY, PROVIDING 
A FACILITY FOR AGGREGATING AND ACCESSING USER’S 
PERSONAL OR BUSINESS INFORMATION AND PROVIDING 
ACCESS TO THE DATABASE OF GENERAL INFORMATION 
OVER A GLOBAL COMPUTER NETWORK (U.S. CLS. 100, 101 
AND 102) 


CLASS 42—MISCELLANEOUS SERVICES 

FOR PERSONAL CONCIERGE SERVICES, NAMELY, PER- 
SONAL ASSISTANT AND PERSONAL SHOPPING SERVICES 
FOR OTHERS PROVIDED OVER A GLOBAL COMPUTER NET- 
WORK (U.S. CLS. 100 AND 101). 


SPOILED GIRL 


OWNER OF U.S. REG. NO. 1,431,241. 


CLASS 4—LUBRICANTS AND FUELS 
FOR CANDLES (U.S. CLS. 1, 6 AND 15). 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR SUNGLASSES AND SUNGLASS CASES (U.S. CLS. 21, 
23, 26, 36 AND 38). 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 
FOR LAMPS (U.S. CLS. 13, 21, 23, 31 AND 34). 


CLASS 14—JEWELRY 
FOR WATCHES, CLOCKS; NECKLACES, BRACELETS, 


RINGS, TOE RINGS, ANKLE BRACELETS, BODY JEWELRY, 
EARRINGS (U.S. CLS. 2, 27, 28 AND 50). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR STATIONERY; PENS, PENCILS; PLASTIC GIFT BAGS, 
PAPER GIFT BAGS; NOTEBOOKS; STICKERS, DECALS, TEM- 
PORARY TATTOOS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 


CLASS 18—LEATHER GOODS 


FOR HANDBAGS, BACKPACKS, WALLETS (U.S. CLS. 1, 2, 
3, 22 AND 41). 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 

FOR PICTURE FRAMES; PILLOWS; NON-METAL JEWELRY 
BOXES; NON-METAL KEY CHAINS; PLASTIC NOVELTY LI- 
CENSE PLATES AND LICENSE PLATE FRAMES (U.S. CLS. 2, 
13, 22, 25, 32 AND 50). 


CLASS 21—HOUSEWARES AND GLASS 


FOR CUPS, MUGS (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 
50). 


CLASS 25—CLOTHING 


FOR SHIRTS, T-SHIRTS, HOSIERY, SOCKS, PANTYHOSE, 
TIGHTS, PANTIES, HATS, GLOVES, SCARVES, BELTS (U.S. 
CLS. 22 AND 39). 


SN 76-011,203. E. EXCEL INTERNATIONAL, INC., SPRING- 
VILLE, UT. FILED 3-27-2000. 


E. EXCEL ELEMENTE 
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CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR COSMETIC PRODUCTS, NAMELY, MAKEUP REMOVER, 
NON-MEDICATED ACNE CONTROL CREAM, TOOTHPASTE, 
LIP MOISTURIZER, FACIAL SUNSCREEN, BODY WASH, BODY 
LOTION, BODY SUNSCREEN, SOAP, HAND CLEANSER, HY- 
DRATING TINTED NOURISHING MOISTURIZER, OIL-FREE 
TINTED NOURISHING MOISTURIZER, SKIN WHITENING 
CREAM FOR DAY AND NIGHT, PERSONAL DEODORANT, 
SHAMPOO, CONDITIONER, STYLING GEL, LIPSTICK, PER- 
FUME, FACIAL MASQUE, FACIAL CREAM (U.S. CLS. 1, 4, 
6, 50, 51 AND 52). 

FIRST USE 11-11-1999; IN COMMERCE 11-11-1999. 


CLASS 5—PHARMACEUTICALS 

FOR HERBAL DIETARY SUPPLEMENTS; MEDICATED ACNE 
CONTROL CREAM (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 

FIRST USE 11-11-1999; IN COMMERCE 11-11-1999. 


SN 76-013,332. HISPANIC BROADCASTING CORPORATION, 
DALLAS, TX. FILED 3-30-2000. 


RECUERDO 


THE ENGLISH TRANSLATION OF ‘*RECUERDO”’ IS ‘‘MEM- 
ORY”’. 


CLASS 35—ADVERTISING AND BUSINESS 

FOR ADVERTISING SERVICES, NAMELY, PROMOTING THE 
GOODS AND SERVICES OF OTHERS THROUGH THE DIS- 
TRIBUTION OF PRINTED MATERIAL AND TELECOMMUNI- 
CATION CHANNELS (U.S. CLS. 100, 101 AND 102). 


CLASS 38—COMMUNICATION 


FOR AUDIO AND RADIO BROADCASTING SERVICES (U.S. 
CLS. 100, 101 AND 104). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR ENTERTAINMENT SERVICES IN THE NATURE OF ON- 
GOING AUDIO PROGRAMS PROVIDED BY TELECOMMUNI- 
CATION CHANNELS, FEATURING MUSIC, NEWS, TALK 
SHOWS, LISTENER CALL-INS, TRAFFIC REPORTS, AND 
EVENTS, NAMELY, GRAND OPENINGS, REMOTE BROAD- 
CASTS, SPORTS, CHARITIES, FESTIVALS, AND LISTENER 
CONTESTS (U.S. CLS. 100, 101 AND 107). 


SN 76-013,35!. H.S. DENT FOUNDATION, BURLINGTON, VT. 
FILED 3-30-2000 


H.S. DENT ADVISER’S 
NETWORK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“ADVISER’S NETWORK", APART FROM THE MARK AS 
SHOWN. 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR PRERECORDED AUDIOTAPES INTENDED FOR BRO- 
KERS AND MANAGERS CONTAINING INSTRUCTIONAL MA- 
TERIAL TO INSTRUCT THEM ON HOW TO PRODUCE AND 
PRESENT A SEMINAR; PRERECORDED CDS INTENDED FOR 
BROKERS AND MANAGERS CONTAINING INSTRUCTIONAL 
MATERIAL TO INSTRUCT THEM ON HOW TO PRODUCE AND 
PRESENT A SEMINAR; AND COMPUTER SOFTWARE IN- 
TENDED FOR BROKERS AND MANAGERS FOR USE IN 
TRAINING CONTAINING INSTRUCTIONAL MATERIALS FOR 
INSTRUCTING THEM ON HOW TO PRODUCE AND PRESENT 
A SEMINAR (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 11-0-1998; IN COMMERCE 11-0-1998. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PRINTED INSTRUCTIONAL MATERIAL, NAMELY, 
TRAINING MANUALS INTENDED FOR BROKERS AND MAN- 
AGERS WHICH FEATURES INSTRUCTIONAL MATERIAL FOR 
INSTRUCTING THEM ON HOW TO PRODUCE AND PRESENT 
A SEMINAR (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 11—-0—1998; IN COMMERCE 11-0-1998. 


SN 76-013,880. HISPANIC BROADCASTING CORPORATION, 
DALLAS, TX. FILED 3-30-2000. 


CANCIONES INOLVIDABLES 


THE ENGLISH TRANSLATION OF ‘CANCIONES 
INOLVIDABLES” IS *‘ UNFORGETTABLE SONGS”’. 


CLASS 35—ADVERTISING AND BUSINESS 

FOR PROMOTING GOODS AND SERVICES OF OTHERS 
THROUGH DISTRIBUTION OF PRINTED MATERIALS AND 
TELECOMMUNICATION CHANNELS (U.S. CLS. 100, 101 AND 
102). 


CLASS 38—COMMUNICATION 


FOR RADIO BROADCASTING SERVICES (U.S. CLS. 100, 101 
AND 104). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR ENTERTAINMENT SERVICES IN THE NATURE OF ON- 
GOING AUDIO PROGRAMS PROVIDED BY TELECOMMUNI- 
CATION CHANNELS, FEATURING MUSIC, NEWS, TALK 
SHOWS, LISTENER CALL-INS TRAFFIC REPORTS, AND 
EVENTS, NAMELY, GRAND OPENINGS, REMOTE BROAD- 
CASTS, SPORTS, CHARITIES, FESTIVALS, AND LISTENER 
CONTESTS (U.S. CLS. 100, 101 AND 107). 


SN 76-014,452. HISPANIC BROADCASTING CORPORATION, 
DALLAS, TX. FILED 3-30-2000. 


MUSICA INOLVIDABLES 


THE ENGLISH TRANSLATION OF 
INOLVIDABLES” IS **UNFORGETTABLE MUSIC”’. 


**“MUSICA 
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CLASS 35—ADVERTISING AND BUSINESS 

FOR ADVERTISING SERVICES, NAMELY, PROMOTING THE 
GOODS AND SERVICES OF OTHERS THROUGH THE DIS- 
TRIBUTION OF PRINTED MATERIAL AND TELECOMMUNI- 
CATION CHANNELS (U.S. CLS. 100, 101 AND 102). 


CLASS 38—COMMUNICATION 


FOR AUDIO AND RADIO BROADCASTING SERVICES (U.S. 
CLS. 100, 101 AND 104). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR ENTERTAINMENT SERVICES IN THE NATURE OF ON- 
GOING AUDIO PROGRAMS PROVIDED BY TELECOMMUNI- 
CATION CHANNELS, FEATURING MUSIC, NEWS, TALK 
SHOWS, LISTENER CALL-INS, TRAFFIC REPORTS, AND 
EVENTS, NAMELY, GRAND OPENINGS, REMOTE BROAD- 
CASTS, SPORTS, CHARITIES, FESTIVALS, AND LISTENER 
CONTESTS (U.S. CLS. 100, 101 AND 107). 


SN 76-014,488. HISPANIC BROADCASTING CORPORATION, 
DALLAS, TX. FILED 3-30-2000. 


RECUERDOS MUSICALES 


THE ENGLISH TRANSLATION OF 
CALES” IS **MUSICAL MEMORIES”’. 


*““RECUERDOS MUSI- 


CLASS 35—ADVERTISING AND BUSINESS 

FOR ADVERTISING SERVICES, NAMELY, PROMOTING THE 
GOODS AND SERVICES OF OTHERS THROUGH THE DIS- 
TRIBUTION OF PRINTED MATERIAL AND TELECOMMUNI- 
CATION CHANNELS (U.S. CLS. 100, 101 AND 102). 


CLASS 38—COMMUNICATION 


FOR AUDIO AND RADIO BROADCASTING SERVICES (U.S. 
CLS. 100, 101 AND 104). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR ENTERTAINMENT SERVICES IN THE NATURE OF ON- 
GOING AUDIO PROGRAMS PROVIDED BY TELECOMMUNI- 
CATION CHANNELS, FEATURING MUSIC, NEWS, TALK 
SHOWS, LISTENER CALL-INS, TRAFFIC REPORTS, AND 
EVENTS (U.S. CLS. 100, 101 AND 107). 


SN 76-016,583. HP JDV LIMITED, PERTH, WESTERN AUS- 
TRALIA 6000, AUSTRALIA, BY CHANGE OF NAME HART- 
LEY POYNTON LIMITED, PERTH, WESTERN AUSTRALIA, 
AUSTRALIA, FILED 4-3-2000. 


JDV 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER SOFTWARE PROGRAMS FOR FINANCIAL 
PLANNING, FOR INVESTMENT PLANNING, FOR PROVIDING 
AND ACCESSING FINANCIAL ADVICE, FOR PROVIDING AND 
ACCESSING INVESTMENT ADVICE, AND CONTAINING 
INTERNET TRANSACTION ENGINES FOR ENABLING THE 
TRADING OF STOCKS, BONDS, PROPERTY TRUSTS, AND 
UNIT TRUSTS (U.S. CLS. 21, 23, 26, 36 AND 38). 
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CLASS 36—INSURANCE AND FINANCIAL 

FOR STOCKS AND BONDS BROKERAGE, SECURITIES BRO- 
KERAGE, STOCK EXCHANGE PRICE QUOTATIONS, THIRD- 
PARTY FINANCIAL CLEARING, PORTFOLIO MANAGEMENT, 
AND PROVISION OF POSITION STATEMENTS IN CONNEC- 
TION THEREWITH; FINANCIAL FORECASTING AND MAN- 
AGEMENT AND RESEARCH SERVICES, INSURANCE UNDER- 
WRITING AND CONSULTATION AND BROKERAGE SERVICES, 
AND INVESTMENT-ADVICE SERVICES; FINANCIAL PLAN- 
NING SERVICES; INVESTMENT RESEARCH SERVICES; MAR- 
GIN LENDING; FINANCIAL MANAGEMENT, NAMELY MAN- 
AGEMENT OF FINANCIAL ADVISER PAYMENTS AND PER- 
FORMANCE; MORTGAGE BROKING; AND ALL OF THE 
AFOREMENTIONED FINANCIAL SERVICES AS OFFERED 
OVER THE INTERNET (U.S. CLS. 100, 101 AND 102). 


CLASS 42—MISCELLANEOUS SERVICES 

FOR CONSULTANCY SERVICES, NAMELY CONSULTANCY 
IN THE FIELD OF COMPUTER HARDWARE, WEBSITE DEVEL- 
OPMENT, AND THE TECHNICAL ASPECTS OF ELECTRONIC 
COMMERCE; COMPUTER PROGRAMMING SERVICES; COM- 
PUTER SOFTWARE DESIGN; SOFTWARE ENGINEERING; UP- 
DATING AND MAINTENANCE OF COMPUTER SOFTWARE; 
COMPUTER SYSTEMS ANALYSIS (U.S. CLS. 100 AND 101). 


SN 76-018,092. ZETHUS, INC.. NEW YORK, NY. FILED 
4-6-2000. 


ZETHUS 


CLASS 35—ADVERTISING AND BUSINESS 

FOR DISTRIBUTORSHIP SERVICES IN THE FIELD OF MATE- 
RIALS, EQUIPMENT, AND SUPPLIES RELATED TO THE CON- 
STRUCTION, OPERATION, AND MAINTENANCE OF REAL ES- 
TATE (U.S. CLS. 100, 101 AND 102). 


CLASS 36—INSURANCE AND FINANCIAL 

FOR PROVIDING INFORMATION ON-LINE REGARDING 
REAL ESTATE, REAL ESTATE FINANCING AND INSURANCE, 
LEASING AND SELLING OF REAL ESTATE, REAL ESTATE 
VALUATION AND REAL ESTATE DEVELOPMENT AND MAN- 
AGEMENT; BUSINESS AND REAL ESTATE LIQUIDATION 
SERVICES, NAMELY, LIQUIDATION AND SALE OF REAL ES- 
TATE AND BUSINESS ASSETS IN BANKRUPTCY; BUSINESS 
BROKERAGE (U.S. CLS. 100, 101 AND 102). 


SN 76-020,926. BAPTISTA’S BAKERY, INC., FRANKLIN, WI. 
FILED 4-7-2000. 


GOODNESS FROM THE 
HEART 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PRINTED FOOD RECIPES (U.S. CLS. 2, 5, 22, 23, 29, 
37, 38 AND S50). 


CLASS 29—MEATS AND PROCESSED FOODS 
FOR DIPS (U.S. CL. 46). 


CLASS 30—STAPLE FOODS 


FOR BREADSTICKS, BREAD-SHAPED SNACKS, AND 
SEASONINGS (U.S. CL. 46). 
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SN 76-024,938. MINAGRATEX CORPORATION, SAN FRAN- 
CISCO, CA. FILED 4—13-2000. 


LUBA 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 

FOR PERSONAL HYGIENE PRODUCTS FOR MEN, NAMELY, 
COLOGNE, SOAP, AFTER SHAVE LOTION, DEODORANT AND 
ANTIPERSPIRANT (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


CLASS 25—CLOTHING 


FOR CLOTHING, NAMELY, MENS UNDERWEAR, 
SLEEPWEAR, SLIPPERS, LOUNGEWEAR, SHORTS AND PANTS 
(U.S. CLS. 22 AND 39). 


SN 76-026,110. ARDEN CORPORATION, SOUTHFIELD, MI. 
FILED 4-17-2000. 


Gourmet 
Café 


CLASS 21—HOUSEWARES AND GLASS 


FOR CLEANING PADS, CLOTHS FOR WIPING AND DUST- 
ING, SCOURING SPONGES, POT AND PAN SCRAPERS, SCRAP- 
ING BRUSHES, SPONGE HOLDERS, SPONGES FOR HOUSE- 
HOLD PURPOSES (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 
50). 


CLASS 24—FABRICS 


FOR BARBECUE MITTS, OVEN MITTS, POT HOLDERS, 
TOWELS (U.S. CLS. 42 AND 50). 


CLASS 25—CLOTHING 
FOR APRONS, HATS (U.S. CLS. 22 AND 39). 


SN 76-027,030 MULTICORE SOLDERS LIMITED, 
HERTFORDSHIRE HP2 4RQ, ENGLAND, FILED 4-17-2000. 


CRYSTAL 


CLASS 1—CHEMICALS 


FOR LIQUID SOLDERING FLUXES AND SOLDERING 
CREAMS (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 


U.S. PATENT AND TRADEMARK OFFICE 


TM 89 


CLASS 6—METAL GOODS 


FOR FLUX-CORED SOLDER WIRES (U.S. CLS. 2, 12, 13, 14, 
23, 25 AND 50). 


SN 76-027,136. MEDGE PLATFORMS, INC., NEW YORK, NY. 
FILED 4-17-2000. 


MEDGE PLATFORMS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**PLATFORMS"’, APART FROM THE MARK AS SHOWN. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER SOFTWARE FOR STORAGE AND PROC- 
ESSING OF MEDICAL IMAGES FROM DIFFERENT IMAGING 
MODALITIES, NAMELY, ULTRASOUND, CT AND MRI (U.S. 
CLS. 21, 23, 26, 36 AND 38). 


CLASS 10—MEDICAL APPARATUS 

FOR MEDICAL EQUIPMENT AND APPARATUS FOR CAP- 
TURING, PROCESSING, PHOTOGRAPHING AND STORAGE OF 
MEDICAL IMAGES FROM DIFFERENT MODALITIES, NAMELY, 
ULTRASOUND, CT AND MRI (U.S. CLS. 26, 39 AND 44). 


SN 76-027,588. GOGENERIC, INC., 
4-12-2000. 


IRVINE, CA. FILED 


GOBRANDNAME 


CLASS 35—ADVERTISING AND BUSINESS 

FOR ONLINE RETAIL AND AUCTION SERVICES FEA- 
TURING COMPUTER HARDWARE, COMPUTER SOFTWARE, 
COMPUTER PERIPHERAL EQUIPMENT, TOYS AND COLLECT- 
IBLES (U.S. CLS. 100, 101 AND 102). 


CLASS 39—TRANSPORTATION AND 
STORAGE 

FOR TRAVEL SERVICES FOR OTHERS, NAMELY, GUIDES, 
INFORMATION, PACKAGES AND TOURS; TRAVEL AGENCY 
SERVICES, NAMELY, MAKING RESERVATIONS AND BOOK- 
ING FOR TRANSPORTATION (U.S. CLS. 100 AND 105). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR TRAVEL AGENCY SERVICES, NAMELY, MAKING RES- 
ERVATIONS AND BOOKING TEMPORARY LODGING (U.S. 
CLS. 100 AND 101). 


SN 76-028,820. ONION, INC., MADISON, WI. FILED 4-18-2000. 


THE ONION AMERICA’S 
FINEST NEWS SOURCE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**AMERICA’S FINEST NEWS SOURCE”, APART FROM THE 
MARK AS SHOWN. 
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CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR NEWSPAPERS DEALING WITH HUMOR. SYNDICATED 
MAGAZINE AND NEWSPAPER COLUMNS DEALING WITH 
HUMOR AND WALL AND POCKET CALENDARS, SERIES OF 
HUMOR BOOKS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50) 

FIRST USE 0-0-1988; IN COMMERCE 1-0-1992 


CLASS 25—CLOTHING 

FOR CLOTHING, NAMELY, SHIRTS, T-SHIRTS, SHORTS, 
PANTS, SOCKS, TIES, HEADWEAR, SWEATSHIRTS AND 
SWEATPANTS (U.S. CLS. 22 AND 39) 

FIRST USE 0-0-1988; IN COMMERCE 1-0-1992 


CLASS 42—MISCELLANEOUS SERVICES 

FOR COMPUTER SERVICES, NAMELY PROVIDING ON-LINE 
NEWSPAPERS IN THE FIELD OF HUMOR AND ENTERTAIN- 
MENT (U.S. CLS. 100 AND 101). 

FIRST USE 0-0-1988; IN COMMERCE 3-0-1996 


SN 76-028,821. ONION, INC., MADISON, WI. FILED 4-18-2000 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR NEWSPAPERS DEALING WITH HUMOR, SYNDICATED 
MAGAZINE AND NEWSPAPER COLUMNS DEALING WITH 
HUMOR AND WALL AND POCKET CALENDARS, SERIES OF 
HUMOR BOOKS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 0-0-1988; IN COMMERCE 1-0-1992 


CLASS 25—CLOTHING 

FOR CLOTHING, NAMELY, SHIRTS, T-SHIRTS, SHORTS, 
PANTS, SOCKS, TIES, HEADWEAR, SWEATSHIRTS AND 
SWEATPANTS (U.S. CLS. 22 AND 39) 

FIRST USE 0-0-1988; IN COMMERCE 1-0-1992 


CLASS 42—MISCELLANEOUS SERVICES 


FOR COMPUTER SERVICES, NAMELY PROVIDING ON-LINE 
NEWSPAPERS IN THE FIELD OF HUMOR AND ENTERTAIN- 
MENT (U.S. CLS. 100 AND 101). 

FIRST USE 0-0-1988; IN COMMERCE 3-0-1996 


SN 76-028,822. ONION, INC., MADISON, WI. FILED 4-18-2000. 


THE ONION 


OFFICIAL GAZETTE 


FEB 20, 2001 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 
FOR NEWSPAPERS DEALING WITH HUMOR, SYNDICATED 
MAGAZINE AND NEWSPAPER COLUMNS DEALING WITH 
HUMOR AND WALL AND POCKET CALENDARS, SERIES OF 
HUMOR BOOKS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
FIRST USE 0-0-1988; IN COMMERCE 1-0-1992 


CLASS 25—CLOTHING 


FOR CLOTHING, NAMELY, SHIRTS, T-SHIRTS, SHORTS, 
PANTS, SOCKS, TIES, HEADWEAR, SWEATSHIRTS AND 
SWEATPANTS (U.S. CLS. 22 AND 39). 

FIRST USE 0-0-1988; IN COMMERCE 1-0-1992. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR COMPUTER SERVICES, NAMELY PROVIDING ON-LINE 
NEWSPAPERS IN THE FIELD OF HUMOR AND ENTERTAIN- 
MENT (U.S. CLS. 100 AND 101). 

FIRST USE 0-0-1988; IN COMMERCE 3-0-1996. 


SN 76-029,635. JIM HENSON COMPANY, INC., THE, HOLLY- 
WOOD, CA. FILED 4-18-2000. 


DARK CRYSTAL 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR PLASTIC FIGURINES (U.S. CLS. 2. 13, 22, 25, 32 AND 
50). 


CLASS 25—CLOTHING 
FOR T-SHIRTS (U.S. CLS. 22 AND 39). 


SN 76—031,254. INTEK COMPUTER TECHNOLOGIES, INC., STU- 
DIO CITY, CA. FILED 4-21-2000. 


POW WOW POKER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**POKER”’, APART FROM THE MARK AS SHOWN. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR VIDEO GAME CARTRIDGES; COMPUTER GAME PRO- 
GRAMS; COMPUTER GAME SOFTWARE AND GAMING MA- 
CHINES (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 28—TOYS AND SPORTING GOODS 


FOR ARCADE GAMES; BOARD GAMES; CARD GAMES; 
PARLOR GAMES; COIN-OPERATED VIDEO GAMES; HAND 
HELD UNITS FOR PLAYING ELECTRONIC GAMES; STAND 
ALONE VIDEO GAME MACHINES; AND GAMING TABLES 
(U.S. CLS. 22, 23, 38 AND 50). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR ENTERTAINMENT SERVICES, NAMELY, PROVIDING 
AN ON-LINE COMPUTER GAME; ENTERTAINMENT IN THE 
NATURE OF TELEVISION GAME SHOWS; TELEVISION SHOW 
PRODUCTION (U.S. CLS. 100, 101 AND 107). 
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SN 76-031.864. GLOBAL SUCCESS CORPORATION, NAPLES, 
FL. FILED 4-21-2000 


CODING911.COM 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PERIODICAL, NAMELY, A MONTHLY NEWSLETTER 
DIRECTED TO THE CODING OF MEDICAL DIAGNOSES AND 
PROCEDURES FOR MEDICARE AND INSURANCE REIM- 
BURSEMENT (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


CLASS 42—MISCELLANEOUS SERVICES 

FOR INTERNET-BASED HELP AND ANSWER DESK FOR 
QUESTIONS CONCERNING THE CODING OF MEDICAL DIAG- 
NOSES AND PROCEDURES FOR MEDICARE AND INSURANCE 
REIMBURSEMENT (U.S. CLS. 100 AND 101). 


SN 76-032,450. WILLIAM A. BERRY & SON, INC., DANVERS, 
MA. FILED 4-25-2000 


BUILDING KNOWLEDGE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**BUILDING”’, APART FROM THE MARK AS SHOWN 


CLASS 35—ADVERTISING AND BUSINESS 

FOR BUSINESS MANAGEMENT AND CONSULTATION; 
BUSINESS MANAGEMENT SUPERVISION (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 1-1-1999; IN COMMERCE 1-1-1999 


CLASS 37—CONSTRUCTION AND REPAIR 

FOR CONSTRUCTION SUPERVISION, CONSTRUCTION 
PLANNING, AND CONSTRUCTION MANAGEMENT (U.S. CLS. 
100, 103 AND 106). 

FIRST USE 1-1-1999; IN COMMERCE 1-1-1999. 


SN 76-032,651. 
4-24-2000. 


DIGITAL ANVIL, INC., AUSTIN, TX. FILED 


BRUTE FORCE 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR COMPUTER AND VIDEO GAME PROGRAMS IN THE 
FORM OF CARTRIDGES, DISCS, CD-ROMS, CASSETTES AND 
TAPES (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR ENTERTAINMENT SERVICES, NAMELY PRODUCTION 
OF MOTION PICTURES AND TELEVISION PROGRAMS (U.S. 
CLS. 100, 101 AND 107) 


SN 76-032,923. FIGG ENGINEERS, INC., TALLAHASSEE, FL. 
FILED 4-21-2000. 


ARTINEER 
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CLASS 37—CONSTRUCTION AND REPAIR 


FOR CONSTRUCTION SERVICES, NAMELY PLANNING, 
LAYING OUT AND CUSTOM CONSTRUCTION OF BRIDGES 
(U.S. CLS. 100, 103 AND 106). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR DESIGN AND ENGINEERING SERVICES IN THE FIELD 
OF BRIDGES (U.S. CLS. 100 AND 101). 


SN 76-033,198. TERMINI BROTHERS, INC., PHILADELPHIA, PA 
FILED 4-24-2000 


CLASS 30—STAPLE FOODS 


FOR COOKIES, PASTRIES, CANDY, BAKERY GOODS, 
CAKES (U.S. CL. 46). 
FIRST USE 1-1-1940; IN COMMERCE 1-1-1946. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR RETAIL AND WHOLESALE BAKERY SHOPS (U.S. CLS. 
100, 101 AND 102). 
FIRST USE 1-1-1940; IN COMMERCE 1-1-1946. 


SN 76-034,029. SALTZMAN, STEPHANIE, THORNTON, CO. 
FILED 4-25-2000. 


NBZ 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR STICKERS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


CLASS 25—CLOTHING 


FOR T-SHIRTS, HATS, JACKETS, PANTS, BATHING SUITS, 
BANDANAS, SOCKS, UNDERWEAR, AND BRAS (U.S. CLS. 22 
AND 39). 


SN 76-034,030. SALTZMAN, STEPHANIE, THORNTON, CO. 
FILED 4-25-2000. 


NO BITCH ZONE 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 
FOR STICKERS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
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CLASS 25—CLOTHING 


FOR T-SHIRTS, HATS, JACKETS, PANTS, BATHING SUITS, 
BANDANAS, SOCKS, UNDERWEAR, AND BRAS (U.S. CLS. 22 
AND 39) 


SN 76-034,884. 
4-26-2000 


SUPPLEYES, INC.. AKRON, OH. FILED 


SUPPLEYE.COM 


CLASS 35—ADVERTISING AND BUSINESS 

FOR PROVIDING ON-LINE ORDERING AND ON-LINE RE- 
TAIL STORE SERVICES OF OPHTHALMIC SURGERY RE- 
LATED PRODUCTS, DEVICES, AND ITEMS TO MEDICAL PRO- 
FESSIONALS, ORGANIZATIONS, AND FACILITIES, NAMELY, 
EYE CARE SURGERY CENTERS, AMBULATORY SURGERY 
CENTERS, OPHTHALMOLOGISTS, EYE CARE  PROFES- 
SIONALS, DOCTORS, HOSPITALS, EYE CARE CLINICS, MED- 
ICAL CENTERS, AND THE LIKE (U.S. CLS. 100, 101 AND 102) 


CLASS 42—MISCELLANEOUS SERVICES 

FOR PROVIDING ON-LINE INFORMATION CONCERNING 
OPHTHALMIC SURGERY RELATED PRODUCTS, DEVICES, 
AND ITEMS TO MEDICAL PROFESSIONALS, ORGANIZA- 
TIONS, AND FACILITIES, NAMELY, EYE CARE SURGERY 
CENTERS, AMBULATORY SURGERY CENTERS, OPHTHAL- 
MOLOGISTS, EYE CARE PROFESSIONALS, DOCTORS, HOS- 
PITALS, EYE CARE CLINICS, MEDICAL CENTERS, AND THE 
LIKE (U.S. CLS. 100 AND 101) 


SN 76-038,878. TEIN KABUSHIKI KAISHA(TEIJIN LIMITED), 
CHUO-KU, OSAKA, JAPAN, FILED 5-1-2000. 


CUBIC FREE 


CLASS 24—FABRICS 


FOR TEXTILE FABRICS FOR USE IN THE MANUFACTURE 
OF CLOTHING (U.S. CLS. 42 AND 50). 


CLASS 25—CLOTHING 


FOR CAMISOLES, JACKETS, KNIT SUITS, PAJAMAS, PANTS, 
PARKAS, PULLOVERS, SKIRTS, SHIRTS, SWEATERS, SUITS, 
TEE-SHIRTS, UNDERCLOTHES, VESTS (U.S. CLS. 22 AND 39). 


SN 76-038,999. SHABACH! MINISTRIES, INC., LANDOVER, MD. 
FILED 5-4-2000. 


SHABACH! 


THE FOREIGN WORDING IN THE MARK TRANSLATES 
INTO ENGLISH AS *‘LOUD GLORIUS SHOUT!”’. 


CLASS 36—INSURANCE AND FINANCIAL 

FOR CHARITABLE FUND RAISING (U.S. CLS. 100, 101 AND 
102). 

FIRST USE 0-0-1996; IN COMMERCE 0-0-1996. 
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CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR EDUCATIONAL SERVICES, NAMELY, PROVIDING 
CHRISTIAN COURSES OF INSTRUCTION AT THE PRIMARY 
LEVEL AND DAY CARE CENTER (U.S. CLS. 100, 101 AND 
107) 

FIRST USE 0-0-1996; IN COMMERCE 0-0-1996. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR CHARITABLE SERVICES, NAMELY PROVIDING FOOD 
AND CLOTHING (U.S. CLS. 100 AND 101). 

FIRST USE 0-0-1997; IN COMMERCE 0-0-1997. 


SN 76-039,848. CASHX, INC., 
5-3-2000. 


SCOTTSDALE, AZ. FILED 


cashX, 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**CASH"’, APART FROM THE MARK AS SHOWN. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR PRE-PAID OPTICALLY ENCODED CREDIT CARDS AND 
MERCHANT CARDS FOR USE IN CONJUNCTION WITH PUR- 
CHASE TRANSACTIONS ON THE INTERNET AND AT MER- 
CHANT LOCATIONS (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 36—INSURANCE AND FINANCIAL 

FOR FINANCIAL SERVICES, NAMELY, PRE-PAID OPTI- 
CALLY ENCODED CREDIT CARDS AND MERCHANT CARDS 
SERVICES FOR USE IN CONJUNCTION WITH PURCHASE 
TRANSACTIONS ON THE INTERNET AND AT MERCHANT LO- 
CATIONS (U.S. CLS. 100, 101 AND 102). 
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SN 76-040,539. SALEM COMMUNICATIONS CORPORATION, 
CAMARILLO, CA. FILED 5-4-2000. 


) 
BD 


OWNER OF U.S. REG. NO. 1,940,452. 
THE STIPPLING IS FOR SHADING PURPOSES ONLY AND 
DOES NOT INDICATE COLOR. 


CLASS 38—COMMUNICATION 


FOR OWNING AND OPERATING OF RADIO BROADCAST 
STATIONS (U.S. CLS. 100, 101 AND 104). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR RADIO NETWORK SERVICES, NAMELY, THE OFFER- 
ING OF NEWS AND GENERAL RADIO ENTERTAINMENT TO 
AFFILIATE RADIO STATIONS (U.S. CLS. 100, 101 AND 107). 


SN 76-042,057. EMPLOYMENT SECURITY COMMISSION OF 
NORTH CAROLINA, RALEIGH, NC. FILED 5-5-2000. 


BEYOND INFORMATION. 
INTELLIGENCE. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR COMPUTER SOFTWARE FOR DATABASE MANAGE- 
MENT, RELATIONAL DATABASE MANAGEMENT, DATA AC- 
CESS AND CONTROL, AND GRAPHICAL USER INTERFACE, 
FOR USE IN THE FIELD OF OCCUPATIONAL DATA, SKILLS, 
AND JOB CLASSIFICATION (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR BOOKS AND PRINTED MANUALS FOR USE IN THE 
FIELD OF OCCUPATIONAL DATA. SKILLS, AND JOB CLASSI- 
FICATION (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
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SN 76-046,875. EVOLUTIENT, INC., NORRISTOWN, PA. FILED 
5-12-2000. 


UNWIRING THE WEB 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER SOFTWARE, NAMELY SOFTWARE APPLI- 
CATIONS ENABLING REMOTE ACCESS TO COMPUTER NET- 
WORKS (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 42—MISCELLANEOUS SERVICES 

FOR CUSTOM CREATION AND ONLINE AND OFFLINE 
HOSTING OF CONTENT AND SOFTWARE APPLICATIONS EN- 
ABLING REMOTE ACCESS TO COMPUTER NETWORKS; CON- 
SULTING SERVICES IN CONNECTION THEREWITH (U.S. CLS. 
100 AND 101). 


SN 76-047,505. HEIN GERICKE GMBH, DUESSELDORF, FED 
REP GERMANY, FILED 5-15-2000. 


_——— 
GERICKE 


OWNER OF U.S. REG. NOS. 1,250,940, 1,994,342 AND OTH- 
ERS. 


CLASS 7—MACHINERY 

FOR ELECTRICAL IGNITIONS FOR INTERNAL COMBUS- 
TION ENGINES, SPARK PLUGS, SPARK PLUG SOCKETS, 
POWER OPERATED TORQUE WRENCHES; EXHAUST MUF- 
FLERS, GASOLINE FILTERS FOR MOTORS AND ENGINES, AIR 
FILTERS FOR MOTORS AND ENGINES, CHROME AIR CLEAN- 
ERS, OIL FILTERS FOR MOTORS AND ENGINES, OIL COOL- 
ERS (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 


CLASS 8—HAND TOOLS 

FOR MALLETS, HEXAGONAL KEY WRENCH SETS, TIRE 
LEVERS, NAMELY, MANUALLY OPERATED TIRE JACK, 
SPOKE WRENCH SETS FOR TIGHTENING SPOKES ON MO- 
TORCYCLES AND BICYCLES, COMBINATION WRENCH SETS, 
IMPACT DRIVERS, NAMELY, MANUALLY-OPERATED PUNCH 
AND AWL SET, SCREW EXTRACTOR SETS FOR EXTRACTING 
DAMAGED OR BROKEN SCREWS, PLIERS, FOOT-OPERATED 
PUMPS FOR PUMPING AIR INTO MOTORCYCLE TIRES AND 
BICYCLE TIRES, MANUALLY OPERATED TORQUE WRENCH- 
ES (U.S. CLS. 23, 28 AND 44). 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR EYEGLASSES; VELOCITY TUBES FOR MEASURING 
SPEED AND VELOCITY, NAMELY, PITOT TUBES (U.S. CLS. 
21, 23, 26, 36 AND 38). 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR APPARATUS FOR LIGHTING, NAMELY, SEARCH- 
LIGHTS (U.S. CLS. 13, 21, 23, 31 AND 34). 
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CLASS 12—VEHICLES 

FOR TRANSPORT CONTAINERS IN THE NATURE OF PAN- 
NIERS, NAMELY, FITTED BAGS AND CASES SUITABLE FOR 
ATTACHMENT TO THE FUEL TANKS AND LUGGAGE CAR- 
RIERS OF MOTORCYCLES AND TO THE LUGGAGE CARRIERS 
OF BICYCLES, HORNS FOR VEHICLES, DECORATIVE 
CHROME STRUCTURAL PARTS, NAMELY, BUMPERS AND 
FENDERS, BRAKE SHOES, DISK BRAKE PADS. TRANS- 
MISSION CHAINS, REAR AND FRONT DRIVEN SPROCKETS, 
STEERING SHOCK ABSORBERS, STEERING SHOCK AB- 
SORBER CLAMPS, RACING DISK BRAKE PADS, SHOCK AB- 
SORBER PADS, SHOCK ABSORBERS, HANDLEBARS AND 
STRUCTURAL PARTS THEREOF, FOOT RESTS, MASTER CYL- 
INDER CAPS (U.S. CLS. 19, 21, 23, 31, 35 AND 44). 


CLASS 14—JEWELRY 


FOR WATCHES, CHRONOMETERS, CLOCKS, KEY CHAINS, 
WATCH FOBS, JEWELRY, TROPHIES, FIGURINES AND 
PLAQUES, ALL AFORESAID GOODS MADE FROM OR PLATED 
WITH PRECIOUS METALS (U.S. CLS. 2, 27, 28 AND 50). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR BUMPER STICKERS, DECALS (U.S. CLS. 2, 5, 22, 23. 
29, 37, 38 AND 50) 


CLASS 17—RUBBER GOODS 


FOR NON-METAL GASKET SEALER SETS FOR USE WITH 
AUTOMOBILES AND MOTORCYCLES; SOUND ABSORBERS 
FOR USE IN MOTORCYCLES, NAMELY, SOUND ABSORBERS 
IN THE NATURE OF BATTING FOR USE WITH EXHAUST 
PIPES (U.S. CLS. 1, 5, 12, 13, 35 AND 50). 


CLASS 18—LEATHER GOODS 

FOR WALLETS, BAGS, NAMELY, BACKPACKS, LUGGAGE, 
AND GEAR BAGS, NAMELY GARMENT BAGS FOR TRAVEL, 
SHOE BAGS FOR TRAVEL, AND RUCKSACKS (U.S. CLS. 1, 
2, 3, 22 AND 41). 


CLASS 21I—HOUSEWARES AND GLASS 


FOR CUPS, BEVERAGE GLASSES (U.S. CLS. 2, 13, 23, 29, 
30, 33, 40 AND 50). 


CLASS 25—CLOTHING 

FOR CLOTHING, NAMELY SHOES, GLOVES, CAPS, HATS, 
SCARVES, SHIRTS, T-SHIRTS, PANTS, JACKETS, SWEATERS, 
JERSEYS, NECKTIES, B ELTS (U.S. CLS. 22 AND 39). 


CLASS 26—FANCY GOODS 


FOR EMBROIDERED CLOTH PATCHES FOR CLOTHING (U.S 
CLS. 37, 39, 40, 42 AND 50). 


SN 76-047.670. SULPHATE OF POTASH INFORMATION 
BOARD, WASHINGTON, DC. FILED 5-12-2000. 


SOPIB 


CLASS 35—ADVERTISING AND BUSINESS 


FOR COMMERCIAL INFORMATION AGENCIES PROVIDING 
STATISTICAL, TRADING, BUSINESS AND MARKETING IN- 
FORMATION TO CUSTOMERS, FARMERS, PRODUCERS AND 
USERS OF SULPHATE OF POTASH (U.S. CLS. 100, 101 AND 
102). 

FIRST USE 2-15-2000; IN COMMERCE 5-1-2000. 
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CLASS 42—MISCELLANEOUS SERVICES 

FOR COMPUTER SERVICES, NAMELY, PROVIDING DATA- 
BASES FEATURING GENERAL NEWS AND INFORMATION OF 
INTEREST TO CUSTOMERS, FARMERS, PRODUCERS AND 
USERS OF SULPHATE OF POTASH; ASSOCIATION SERVICES, 
NAMELY, PROMOTING THE INTERESTS OF CUSTOMERS, 
FARMERS, PRODUCERS AND USERS OF SULPHATE OF POT- 
ASH (U.S. CLS. 100 AND 101). 

FIRST USE 2-15-2000; IN COMMERCE 5-1-2000. 


SN 76-048,458. METRO NATIONAL CORPORATION, HOUSTON, 
TX. FILED 5-15-2000. 


SPRING SHADOWS 


CLASS 37—CONSTRUCTION AND REPAIR 

FOR COMMERCIAL AND INDUSTRIAL REAL ESTATE DE- 
VELOPMENT SERVICES; REAL ESTATE DEVELOPMENT 
SERVICES, NAMELY, RETAIL CENTER DEVELOPMENT SERV- 
ICES (U.S. CLS. 100, 103 AND 106). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR RETIREMENT AND MULTI-FAMILY COMMUNITY CEN- 
TER AND HOUSING SERVICES, AND HEALTHCARE SERVICES 
(U.S. CLS. 100 AND 101) 


SN 76-049,848. GLEN RAVEN, INC., GLEN RAVEN, NC. FILED 
5-16-2000. 


sunbrela 


Se) 


OWNER OF U.S. REG. NOS. 1,815,959, 2,052,850 AND OTH- 
ERS. 


THE DRAWING IS LINED FOR THE COLORS YELLOW, RED, 
AND BLUE. 


CLASS 23—YARNS AND THREADS 
FOR YARNS (U.S. CL. 43). 
FIRST USE 3-15-1991; IN COMMERCE 3-15-1991. 


CLASS 24—FABRICS 


FOR FABRICS SOLD IN THE PIECE FOR USE IN PRO- 
DUCING AWNINGS, SUN AND WIND SCREENS, TENTS, CAN- 
OPIES, BOAT COVERS AND TOPS, INDOOR AND OUTDOOR 
FURNITURE, AND BEACH UMBRELLAS (U.S. CLS. 42 AND 


FIRST USE 3-15-1991, IN COMMERCE 3-15-1991. 


SN 76-053,197. EXCELLON AUTOMATION CO., TORRANCE, 
CA. FILED 5-22-2000. 


SHOTS AND WATTS 
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CLASS 40—MATERIAL TREATMENT 

FOR MANUFACTURING SERVICES, NAMELY, CUSTOM 
MANUFACTURE OF AUTOMATED DRILLING EQUIPMENT 
USED IN THE FABRICATION OF PRINTED CIRCUIT BOARDS 
(U.S. CLS. 100, 103 AND 106). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR INDUSTRIAL DESIGN OF AUTOMATED DRILLING 
EQUIPMENT USED IN THE FABRICATION OF PRINTED CIR- 
CUIT BOARDS (U.S. CLS. 100 AND 101) 


SN 76-054,393. URBAN SCIENCE APPLICATIONS, INC., DE- 
TROIT, MI. FILED 5-23-2000. 


WHERE SCIENCE DRIVES 
YOUR DECISIONS 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER SOFTWARE AND INSTRUCTIONAL MANU- 
ALS SOLD AS A UNIT FOR MARKET RESEARCH AND ANAL- 
YSIS (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PRINTED MATTER IN THE NATURE OF INFORMA- 
TIONAL REPORTS, TECHNICAL INSTRUCTIONAL AND OPER- 
ATIONAL MATERIALS, AND NEWSLETTERS IN THE FIELD 
OF MARKET RESEARCH AND ANALYSIS (U.S. CLS. 2, 5, 22, 
23, 29, 37, 38 AND 50). 


CLASS 35—ADVERTISING AND BUSINESS 


FOR BUSINESS CONSULTATION SERVICES, NAMELY, MAR- 
KET RESEARCH AND ANALYSIS, STATISTICAL AND QUAN- 
TITATIVE ANALYSIS, DATABASE MANAGEMENT, DIRECT 
MARKETING, AND INBOUND AND OUTBOUND TELE- 
MARKETING SERVICES (U.S. CLS. 100, 101 AND 102). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR COMPUTER NETWORK CONSULTATION SERVICES, 
DATA AND TECHNICAL CONSULTATION SERVICES FOR 
SOFTWARE APPLICATIONS, COMPUTER SOFTWARE PRO- 
GRAMMING AND DESIGN FOR OTHERS, GRAPHIC ART DE- 
SIGN FOR DIRECT MARKETING, AND ARBITRATION SUP- 
PORT SERVICES (U.S. CLS. 100 AND 101). 


SN 76-056,601. C&D FOREMAN, INC., CHESTERFIELD, VA. 
FILED 5-25-2000. 


HERBAL PHARMACIST 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**HERBAL”’, APART FROM THE MARK AS SHOWN. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR NEWSLETTERS AND NON-FICTION BOOKS IN THE 
FIELDS OF NUTRITION AND NUTRITIONAL SUPPLEMENTS, 
NON-PRESCRIPTION DRUGS, DIETARY AND SPORTS SUPPLE- 
MENTS, HERBAL PREPARATIONS, HERBAL EXTRACTS AND 
HERBS FOR MEDICINAL PURPOSES (U.S. CLS. 2, 5, 22, 23, 
29, 37, 38 AND 50). 

FIRST USE 1-31-1997; IN COMMERCE 1-31-1997. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR ENTERTAINMENT IN THE NATURE OF ON-GOING 
RADIO PROGRAMS IN THE FIELDS OF NUTRITION AND NU- 
TRITIONAL SUPPLEMENTS, NON-PRESCRIPTION DRUGS, DIE- 
TARY AND SPORTS SUPPLEMENTS, HERBAL PREPARATIONS, 
HERBAL EXTRACTS AND HERBS FOR MEDICINAL PUR- 
POSES; EDUCATIONAL SERVICES, NAMELY, CONDUCTING 
CLASSES, SEMINARS, LECTURES, CONFERENCES, AND 
WORKSHOPS IN THE FIELDS OF NUTRITION AND NUTRI- 
TIONAL SUPPLEMENTS, NON-PRESCRIPTION DRUGS, DIE- 
TARY AND SPORTS SUPPLEMENTS, HERBAL PREPARATIONS, 
HERBAL EXTRACTS AND HERBS FOR MEDICINAL PURPOSES 
(U.S. CLS. 100, 101 AND 107). 

FIRST USE 10-31-1998; IN COMMERCE 10-31-1998. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR COMPUTER SERVICES, NAMELY PROVIDING A 
WEBSITE ON GLOBAL COMPUTER NETWORKS FEATURING 
INFORMATION IN THE FIELDS OF NUTRITION AND NUTRI- 
TIONAL SUPPLEMENTS, NON-PRESCRIPTION DRUGS, DIE- 
TARY AND SPORTS SUPPLEMENTS, HERBAL PREPARATIONS, 
HERBAL EXTRACTS AND HERBS FOR MEDICINAL PURPOSES 
(U.S. CLS. 100 AND 101). 

FIRST USE 111-1998; IN COMMERCE 1 1-1-1998. 


SN  _76-057,194.  CRAFT-BILT MANUFACTURING’ CO., 
SOUDERTON, PA. FILED 5-25-2000. 


EASY AWNING & CANOPY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“AWNING & CANOPY", APART FROM THE MARK AS 
SHOWN. 


CLASS 6—METAL GOODS 


FOR PRIMARILY METAL AWNINGS AND METAL REPLACE- 
MENT PARTS THEREOF (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 
50). 

FIRST USE 10-0-1997; IN COMMERCE 10-0-1997 


CLASS 22—CORDAGE AND FIBERS 

FOR REPLACEMENT AWNING PARTS MADE OF PLASTIC 
AND FABRIC (U.S. CLS. 1, 2, 7, 19, 22, 42 AND 50). 

FIRST USE 10-0-1997; IN COMMERCE 10-0-1997. 


SN 76-057,200. BUCKLE, INC., THE, KEARNEY, NE. FILED 
5-26-2000. 


BKE 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR LIPSTICK, NONMEDICATED LIP BALM, EYESHADOW, 
MASCARA, BLUSHER, FOUNDATION, EYEBROW AND LIP 
PENCILS, FACE CREAMS AND LOTIONS, SKIN CREAMS AND 
LOTIONS; SOAPS FOR PERSONAL USE, BODY WASHES, FA- 
CIAL CLEANSERS; ASTRINGENTS FOR COSMETIC PURPOSES; 
COLOGNE, PERFUME AND TOILET WATER; SHAMPOOS, 
HAIR CONDITIONERS, HAIR MOUSSE AND HAIRSPRAY (U.S. 
CLS. 1, 4, 6, 50, 51 AND 52). 


CLASS 6—METAL GOODS 


FOR KEY CHAINS AND KEY CHAIN TAGS OF METAL (U.S. 
CLS. 2, 12, 13, 14, 23, 25 AND 50). 
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CLASS 14—JEWELRY 


FOR JEWELRY, NAMELY, EARRINGS, BRACELETS, ANKLE 
BRACELETS, NECKLACES, LOCKETS, CHARMS, PINS, RINGS, 
WATCHES AND WATCH CHAINS (U.S. CLS. 2, 27, 28 AND 
50). 


CLASS 18—LEATHER GOODS 


FOR WALLETS, PURSES, HIP PACKS AND BACKPACKS 
(U.S. CLS. 1, 2, 3, 22 AND 41). 


CLASS 25—CLOTHING 


FOR BLAZERS, PULLOVERS, SWEATSHIRTS, BLOUSES, 
DRESS SHIRTS; SLACKS; SWEAT PANTS, OVERALLS, COVER- 
ALLS AND LEGGINGS; SKIRTS, CULOTTES, DRESSES, 
TIGHTS, SOCKS AND HOSIERY; UNDERWEAR; CAPS AND 
BELTS (U.S. CLS. 22 AND 39). 


SN 76-059,418. TEDLOCK, DAVE, TUCSON, AZ. FILED 
5-30-2000. 


NETOUTCOMES 


CLASS 35—ADVERTISING AND BUSINESS 


FOR DISSEMINATION OF ADVERTISING FOR OTHERS VIA 
AN ON-LINE ELECTRONIC COMMUNICATIONS NETWORK 
(U.S. CLS. 100, 101 AND 102). 

FIRST USE 1-1-1999; IN COMMERCE 1-1-1999. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR COMPUTER SERVICES, NAMELY DESIGNING AND 
MAINTAINING WEB SITES OF OTHERS AND HOSTING WEB 
SITES FOR OTHERS ON A COMPUTER SERVER FOR A GLOB- 
AL COMPUTER NETWORK AND ON INTRANETS, AND INTE- 
GRATION OF COMPUTER SYSTEMS, NETWORKS AND DATA- 
BASES FOR E-COMMERCE (U.S. CLS. 100 AND 101). 

FIRST USE 1-1-1999; IN COMMERCE 1-1-1999. 


SN 76-060,407. NACOMEX USA INC., KINGSTON, NY. FILED 
5-31-2000. 


NACOMEX 


OWNER OF U.S. REG. NO. 1,807,922. 


CLASS 35—ADVERTISING AND BUSINESS 

FOR BUSINESS APPRAISALS IN THE FIELD OF USED COM- 
PUTERS, PERIPHERALS AND RELATED EQUIPMENT (U.S. 
CLS. 100, 101 AND 102). 

FIRST USE 11-18-1991; IN COMMERCE 11-30-1993. 


CLASS 36—INSURANCE AND FINANCIAL 

FOR BROKERAGE SALES FEATURING USED COMPUTERS, 
PERIPHERALS AND RELATED EQUIPMENT; APPRAISALS FOR 
INSURANCE CLAIMS INVOLVING USED COMPUTERS, PE- 
RIPHERALS AND RELATED EQUIPMENT (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 11-18-1991; IN COMMERCE 11-30-1993. 
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SN 76-061,392. TWO DOOR GARAGE, INC., DBA CHARLIE 
ROCKET, LOS ANGELES, CA. FILED 6-1-2000. 


A LIFETIME OF 
ADVENTURE 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR PAPER GOODS AND PRINTED MATTER, NAMELY PEN- 
CILS, PENCIL CASES, NOTE BOOKS, AND ERASERS (U.S. CLS. 
2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 7-1-1998; IN COMMERCE 7-1-1998. 


CLASS 18—LEATHER GOODS 

FOR CANVASS AND NYLON BAGS, NAMELY ALL PURPOSE 
ATHLETIC BAGS, ALL PURPOSE SPORT BAGS, DIAPER BAGS, 
BACKPACKS, AND BABY BACKPACKS (U.S. CLS. 1, 2, 3, 22 
AND 41). 

FIRST USE 7-1-1998; IN COMMERCE 7-1-1998. 


CLASS 25—CLOTHING 


FOR INFANT’S AND CHILDREN’S CLOTHING, NAMELY 
PANTS, SHORTS, SKIRTS, JERSEYS, POLO SHIRTS, T-SHIRTS, 
SWEATERS, SWEATSHIRTS, SWEATPANTS, OVERALLS, JACK- 
ETS, VESTS, HATS, SOCKS, BELTS, SWIM SUITS, COATS, UN- 
DERWEAR, PYJAMAS, INFANT WEAR, TEXTILE INFANT DIA- 
PER COVERS, TANK TOPS, SUSPENDERS, DRESSES, AND 
FOOTWEAR (U.S. CLS. 22 AND 39). 

FIRST USE 7-1-1998; IN COMMERCE 7-1-1998. 


SN 76-061,507. RICHARD MISHAAN DESIGN LLC, NEW YORK, 
NY. FILED 6-2-2000. 


HOMER 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR FRAGRANCE ROOM SPRAYS (US. CLS. 1, 4, 6, 50, 
51 AND 52). 


CLASS 4—LUBRICANTS AND FUELS 
FOR SCENTED CANDLES (U.S. CLS. 1, 6 AND 15). 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 
FOR LAMPS (U.S. CLS. 13, 21, 23, 31 AND 34). 


CLASS 21—HOUSEWARES AND GLASS 
FOR VASES (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). 
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SN 76-062,142. NATIONAL HEAD START ASSOCIATION, AL- 
EXANDRIA, VA. FILED 6-2-2000. 


CLASS 6—METAL GOODS 


FOR METAL KEYRINGS (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 
50). 


CLASS 14—JEWELRY 
FOR WATCHES (U.S. CLS. 2, 27, 28 AND 50). 


SN 76-062,548. CHOATE ROSEMARY HALL FOUNDATION, 
INC., WALLINGFORD, CT. FILED 6-2-2000. 


CHOATE ROSEMARY HALL 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR NOTE BOOKS; NOTE PAPER; NOTE PADS; DECALS; 
FOLDERS; PAPER PENNANTS; PAPERWEIGHTS; BLANK NOTE 
CARDS; BOND PAPER; PRINTED INSTRUCTIONAL, EDU- 
CATIONAL AND TEACHING MATERIALS FOR USE IN SEC- 
ONDARY EDUCATION (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 

FIRST USE 9-1-1973; IN COMMERCE 9-1-1973. 


CLASS 21—HOUSEWARES AND GLASS 


FOR GLASSWARE (BEVERAGE); MUGS (U.S. CLS. 2, 13, 23, 
29, 30, 33, 40 AND 50). 
FIRST USE 9-1-1978; IN COMMERCE 9-1-1978. 


CLASS 24—FABRICS 


FOR PENNANTS (CLOTH) (U.S. CLS. 42 AND 50). 
FIRST USE 9-1-1978; IN COMMERCE 9-1-1978. 


CLASS 25—CLOTHING 

FOR CLOTHING, NAMELY, SWEATSHIRTS, TIES; HEAD- 
BANDS (U.S. CLS. 22 AND 39). 

FIRST USE 9-1-1978; IN COMMERCE 9-1-1978. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL SERVICES, NAMELY, CONDUCT\NG 
CLASSES IN ALL THE FIELDS OF SECONDARY EDUCATION 
AND DISTRIBUTING COURSE MATERIALS IN CONNECTION 
THEREWITH; ARRANGING AND CONDUCTING ATHLETIC 
COMPETITIONS (U.S. CLS. 100, 101 AND 107). 

FIRST USE 9-1-1973; IN COMMERCE 9-1-1973. 


SN 76-062,674. NATIONAL HEAD START ASSOCIATION, AL- 
EXANDRIA, VA. FILED 6-5-2000. 


CLASS 14—JEWELRY 

FOR ORNAMENTAL AND JEWELRY LAPEL PINS (U.S. CLS. 
2, 27, 28 AND 50). 

FIRST USE 3-0-1999; IN COMMERCE 3-0-1999. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PRINTED MATERIALS, NAMELY, BOOKS, MAGAZINES, 
BROCHURES AND INFORMATIONAL PAMPHLETS IN THE 
FIELD OF EARLY EDUCATION AND ITS EFFECT ON CHIL- 
DREN, FAMILIES AND COMMUNITIES (U.S. CLS. 2, 5, 22, 23, 
29, 37, 38 AND 50). 

FIRST USE 4-0-1998; IN COMMERCE 4-0-1998. 


CLASS 18—LEATHER GOODS 


FOR TOTE BAGS (U.S. CLS. 1, 2, 3, 22 AND 41). 
FIRST USE 4-0-2000; IN COMMERCE 4-0-2000. 


CLASS 25—CLOTHING 


FOR T-SHIRTS (U.S. CLS. 22 AND 39). 
FIRST USE 4-0-2000; IN COMMERCE 4-0-2000. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR ASSOCIATION SERVICES, NAMELY, PROMOTING THE 
AWARENESS OF THE IMPORTANCE OF EDUCATION, COM- 
MUNITY INVOLVEMENT, LITERACY, HEALTH AND NUTRI- 
TION (U.S. CLS. 100 AND 101). 

FIRST USE 4-0-1998; IN COMMERCE 4-0-1998. 
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SN 76-062,705. HARLEQUIN ENTERPRISES LIMITED, ONTARIO 
M3B 3K9, CANADA, FILED 6-5-2000. 


OWNER OF U.S. REG. NOS. 780,637, 1.278.046 AND OTHERS. 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 

FOR COSMETICS, NAMELY, FACE AND BODY POWDERS, 
EYEBROW PENCILS, EYELINER PENCILS, LIP LINER PEN- 
CILS, NAIL POLISHES, LIPSTICKS, ROUGES, PERFUMES, EAU 
DE COLOGNES, FOUNDATION CREAMS; TOILETRIES, NAME- 
LY, ANTIPERSPIRANTS FOR PERSONAL USE, HAIR SHAM- 
POO, FACE CREAMS, HAND CREAMS, BODY CREAMS, BODY 
SOAPS, TOILET SOAPS, FACE SOAPS, NON-MEDICATED 
BATH SALTS, MAKE-UP REMOVING LOTIONS, CREAMS AND 
LIQUIDS (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


CLASS 14—JEWELRY 


FOR JEWELRY, NAMELY, WRIST WATCHES, BROOCHES, 
BRACELETS AND NECKLACES (U.S. CLS. 2, 27, 28 AND 50) 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR GREETING CARDS, NOTEPAPER (U.S. CLS. 2, 5, 22. 
23, 29, 37, 38 AND 50). 


CLASS 18—LEATHER GOODS 


FOR BOOK BAGS, DUFFEL BAGS, COSMETIC BAGS SOLD 
EMPTY (U.S. CLS. 1, 2, 3, 22 AND 41). 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR NON-METAL KEY CHAINS (U.S. CLS. 2, 
32 AND 50). 


22, 3%, 


CLASS 21—HOUSEWARES AND GLASS 

FOR COMMEMORATIVE COLLECTOR PLATES; MUGS; 
FIGURINES MADE OF CHINA, GLASS AND EARTHENWARE 
(U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). 


CLASS 25—CLOTHING 


FOR CLOTHING, NAMELY, T-SHIRTS, SWEATSHIRTS, 
SWEAT PANTS, NIGHTSHIRTS, PAJAMAS, SOCKS, JACKETS, 
CAPS, HATS, SCARVES AND TIES (U.S. CLS. 22 AND 39). 


CLASS 28—TOYS AND SPORTING GOODS 
FOR DOLLS (U.S. CLS. 22, 23, 38 AND 50). 


OFFICIAL GAZETTE 


FEB 20, 2001 


CLASS 30—STAPLE FOODS 
FOR CHOCOLATE (U.S. CL. 46). 


SN 76-064,003 
6-6-2000. 


HIREMINDS LLC, BOSTON, MA. FILED 


HIREMINDS THINK HIGHER 


OWNER OF U.S. REG. NO. 2,361,473. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR PROVIDING TEMPORARY AND PERMANENT PER- 
SONNEL PLACEMENT SERVICES TO BUSINESSES AND GOV- 
ERNMENT ENTITIES; PROVIDING EMPLOYMENT PLACE- 
MENT AND CONSULTING SERVICES TO INDIVIDUALS (U.S. 
CLS. 100, 101 AND 102). 


CLASS 42—MISCELLANEOUS SERVICES 

FOR EMPLOYMENT SCREENING AND BACKGROUND IN- 
VESTIGATION SERVICES, TESTING AND ASSESSMENT SERV- 
ICES TO DETERMINE EMPLOYMENT SKILLS (U.S. CLS. 100 
AND 101). 


SN 76-065,043. NATIONAL NURSERY PRODUCTS, INC., LA 
GRANGE, KY. FILED 5-30-2000. 


NATIONAL COLOR 
NETWORK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**NATIONAL”’, APART FROM THE MARK AS SHOWN. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR COOPERATIVE ADVERTISING AND MARKETING 
SERVICES FOR OTHERS IN THE FIELD OF HORTICULTURAL 
PRODUCTS, PROMOTING THE THE SERVICES OF THE HORTI- 
CULTURAL INDUSTRY THROUGH THE DISTRIBUTION OF 
PRINTED AND AUDIO PROMOTIONAL MATERIALS AND BY 
RENDERING SALES PROMOTION ADVICE (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 8-0-1999; IN COMMERCE 8-0-1999. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR HORTICULTURAL SERVICES (U.S. CLS. 100 AND 101). 
FIRST USE 8-0-1999, IN COMMERCE 8-0-1999. 


SN 76-065,576. DLJ LONG TERM INVESTMENT CORPORA- 
TION, CHICAGO, IL. FILED 6-8-2000. 


POWERED BY PERSHING 


OWNER OF U.S. REG. NOS. 2,245,524, 2,309,576 AND OTH- 
ERS. 
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CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR BOOKS, PAMPHLETS, PRINTED BULLETINS, MAGA- 
ZINES, PRINTED REPORTS, NEWSLETTERS AND BROCHURES 
CONCERNING FINANCIAL SERVICES AND TOPICS OF INTER- 
EST TO INVESTORS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 


CLASS 36—INSURANCE AND FINANCIAL 


FOR SECURITIES BROKERAGE AND INVESTMENT ADVI- 
SORY SERVICES (U.S. CLS. 100, 101 AND 102). 


SN 76-065,725. A. SCHULMAN, 
6-7-2000. 


INC., AKRON, OH. FILED 


PAPERMATCH 


OWNER OF U.S. REG. NO. 2,074,467 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR SYNTHETIC PAPER (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 

FIRST USE 10-15-1996; IN COMMERCE 10-15-1996. 


CLASS 17—RUBBER GOODS 

FOR EXTRUDED PLASTIC IN THE FORM OF SHEETS (U.S. 
CLS. 1, 5, 12, 13, 35 AND 50). 

FIRST USE 10-15-1996, IN COMMERCE 10-15-1996. 


SN 76-067.720. NEWS AMERICA MAGAZINES, INC., 
YORK, NY. FILED 6-12-2000. 


NEW 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**“GOLF’’, APART FROM THE MARK AS SHOWN. 
THE DRAWING IS LINED TO INDICATE THE COLOR RED. 


CLASS 38—COMMUNICATION 

FOR TELECOMMUNICATIONS SERVICES, NAMELY, TELE- 
VISION BROADCASTING AND WEBCASTING AUDIO/VISUAL 
PROGRAMMING VIA A GLOBAL COMPUTER NETWORK (U.S. 
CLS. 100, 101 AND 104). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR PRODUCTION AND DISTRIBUTION OF ENTERTAIN- 
MENT AND EDUCATIONAL AUDIOTAPE AND VIDEOTAPE 
PROGRAMMING ON THE GLOBAL COMPUTER NETWORK 
AND TO NETWORK, CABLE, WIRELESS CABLE AND/OR SAT- 
ELLITE TELEVISION BROADCASTING SYSTEMS, FEATURING 
GOLF-RELATED SUBJECT MATTER, INCLUDING GOLF-RE- 
LATED NEWS, INTERVIEWS, AND HIGHLIGHTS FROM GOLF 
TOURNAMENTS AND GOLF-RELATED EVENTS (U.S. CLS. 100, 
101 AND 107). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 76-067,815. SPENCER FOREST, INC., WESTPORT, CT. FILED 
6-13-2000. 


GRAY-2-GO 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 

FOR HAIRCARE PRODUCTS, NAMELY, SHAMPOO, CONDI- 
TIONER, HAIR COLORING PREPARATION AND HAIR DYES 
(U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


CLASS 5—PHARMACEUTICALS 


FOR VITAMINS AND NUTRITIONAL SUPPLEMENTS (U.S. 
CLS. 6, 18, 44, 46, 51 AND 52). 


SN 76-068,273. E-CONTROLLER.COM, INC., ALBUQUERQUE, 
NM. FILED 6-12-2000. 


E-CONTROLLER.COM 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR MANUALS AND NEWSLETTERS IN THE FIELDS OF 
ACCOUNTING AND TAX (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR PROVIDING EDUCATIONAL SEMINARS AND ON-LINE 
TRAINING SERVICES IN THE FIELD OF ACCOUNTING AND 
TAX (U.S. CLS. 100, 101 AND 107). 


SN 76-068,510. NEWS AMERICA MAGAZINES, INC., 
YORK, NY. FILED 6-12-2000. 


NEW 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“GOLF’’, APART FROM THE MARK AS SHOWN. 
THE DRAWING IS LINED TO INDICATE THE COLOR RED. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR MAGAZINES FEATURING GOLF-RELATED SUBJECT 
MATTER, INCLUDING GOLF-RELATED NEWS, INTERVIEWS, 
HIGHLIGHTS FROM GOLF TOURNAMENTS AND GOLF-RE- 
LATED EVENTS, GAMES AND CONTESTS (U.S. CLS. 2, 5, 22, 
23, 29, 37, 38 AND 50). 

FIRST USE 5-16-2000; IN COMMERCE 5-16-2000. 





TM 100 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATION AND ENTERTAINMENT SERVICES, 
NAMELY, PROVIDING WEBSITE FEATURING GOLF-RELATED 
SUBJECT MATTER, INCLUDING GOLF-RELATED NEWS, 
INTERVIEWS, HIGHLIGHTS FROM GOLF TOURNAMENTS 
AND GOLF-RELATED EVENTS, GAMES AND CONTESTS (U.S. 
CLS. 100, 101 AND 107). 

FIRST USE 5-16-2000; IN COMMERCE 5-16-2000. 


SN 76-069,961. WINEDAQ.COM, INC., SAN RAFAEL, CA. FILED 
6-14-2000. 


WINEIPO 


CLASS 35—ADVERTISING AND BUSINESS 


FOR ONLINE AUCTIONEERING SERVICES (U.S. CLS. 100, 
101 AND 102). 


CLASS 36—INSURANCE AND FINANCIAL 

FOR FUTURES TRADING FOR OTHERS VIA A GLOBAL 
COMPUTER INFORMATION NETWORK (U.S. CLS. 100, 101 
AND 102). 


SN 76-069,962. WINEDAQ.COM, INC., SAN RAFAEL, CA. FILED 
6-14-2000. 


TOMORROW’S WINE 


TODAY 


CLASS 35—ADVERTISING AND BUSINESS 


FOR ONLINE AUCTIONEERING SERVICES (U.S. CLS. 100, 
101 AND 102). 


CLASS 36—INSURANCE AND FINANCIAL 

FOR FUTURES TRADING FOR OTHERS VIA A GLOBAL 
COMPUTER INFORMATION NETWORK (U.S. CLS. 100, 101 
AND 102). 


SN 76-078,059. HEIN GERICKE GMBH, DUESSELDORF, FED 
REP GERMANY, FILED 6-26-2000. 





OWNER OF U.S. REG 
ERS. 


NOS. 1,250,940, 1,994.342 AND OTH- 


OFFICIAL GAZETTE 
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CLASS 7—MACHINERY 


FOR ELECTRICAL IGNITIONS FOR INTERNAL COMBUS- 
TION ENGINES, SPARK PLUGS, SPARK PLUG SOCKETS, 
POWER OPERATED TORQUE WRENCHES; EXHAUST MUF- 
FLERS, GASOLINE FILTERS FOR MOTORS AND ENGINES, AIR 
FILTERS FOR MOTORS AND ENGINES, CHROME AIR CLEAN- 
ERS, OIL FILTERS FOR MOTORS AND ENGINES, OIL COOL- 
ERS (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 


CLASS 8—HAND TOOLS 


FOR MALLETS, HEXAGONAL KEY WRENCH SETS, TIRE 
LEVERS, NAMELY, MANUALLY OPERATED TIRE JACK, 
SPOKE WRENCH SETS FOR TIGHTENING SPOKES ON MO- 
TORCYCLES AND BiCYCLES, COMBINATION WRENCH SETS, 
IMPACT DRIVERS, NAMELY, MANUALLY-OPERATED PUNCH 
AND AWL SET, SCREW EXTRACTOR SETS FOR EXTRACTING 
DAMAGED OR BROKEN SCREWS, PLIERS, FOOT-OPERATED 
PUMPS FOR PUMPING AIR INTO MOTORCYCLE TIRES AND 
BICYCLE TIRES, MANUALLY OPERATED TORQUE WRENCH- 
ES (U.S. CLS. 23, 28 AND 44). 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR EYEGLASSES; VELOCITY TUBES FOR MEASURING 
SPEED AND VELOCITY NAMELY, PILOT TUBES (U.S. CLS. 
21, 23, 26, 36 AND 38). 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR APPARATUS FOR LIGHTING, NAMELY, SEARCH- 
LIGHTS (U.S. CLS. 13, 21, 23, 31 AND 34). 


CLASS 12—VEHICLES 


FOR TRANSPORT CONTAINERS IN THE NATURE OF PAN- 
NIERS, NAMELY, FITTED BAGS AND CASES SUITABLE FOR 
ATTACHMENT TO THE FUEL TANKS AND LUGGAGE CAR- 
RIERS OF MOTORCYCLES AND TO THE LUGGAGE CARRIERS 
OF BICYCLES, HORNS FOR VEHICLES, DECORATIVE 
CHROME STRUCTURAL PARTS, NAMELY, BUMPERS AND 
FENDERS, BRAKE SHOES, DISK BRAKE PADS, TRANS- 
MISSION CHAINS, REAR AND FRONT DRIVEN SPROCKETS, 
STEERING SHOCK ABSORBERS, STEERING SHOCK AB- 
SORBER CLAMPS, RACING DISK BRAKE PADS, SHOCK AB- 
SORBER PADS, SHOCK ABSORBERS, HANDLEBARS AND 
STRUCTURAL PARTS THEREOF, FOOT RESTS, MASTER CYL- 
INDER CAPS (U.S. CLS. 19, 21, 23, 31, 35 AND 44). 


CLASS 14—JEWELRY 

FOR WATCHES, CHRONOMETERS, CLOCKS, KEY CHAINS, 
WATCH FOBS, JEWELRY, TROPHIES, FIGURINES AND 
PLAQUES, ALL AFORESAID GOODS MADE FROM OR PLATED 
WITH PRECIOUS METALS (U.S. CLS. 2, 27, 28 AND 50). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR BUMPER STICKERS, DECALS (U.S. CLS. 2, 5, 22, 23, 
29, 37, 38 AND 50). 


CLASS 17—RUBBER GOODS 


FOR NON-METAL GASKET SEALER SETS FOR USE WITH 
AUTOMOBILES AND MOTORCYCLES; SOUND ABSORBERS 
FOR USE IN MOTORCYCLES, NAMELY, SOUND ABSORBERS 
IN THE NATURE OF BATTING FOR USE WITH EXHAUST 
PIPES (U.S. CLS. 1, 5, 12, 13, 35 AND 50). 


CLASS 18—LEATHER GOODS 


FOR WALLETS, BAGS, NAMELY, BACKPACKS, LUGGAGE, 
AND GEAR BAGS, NAMELY GARMENT BAGS FOR TRAVEL. 
SHOE BAGS FOR TRAVEL, AND RUCKSACKS (U.S. CLS. 1, 
2, 3, 22 AND 41). 
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CLASS 21—HOUSEWARES AND GLASS 


FOR CUPS, BEVERAGE GLASSES (U.S. CLS. 2, 13, 23, 29, 
30, 33, 40 AND 50). 


CLASS 25—CLOTHING 

FOR CLOTHING, NAMELY SHOES, GLOVES, CAPS, HATS, 
SCARVES, SHIRTS, T-SHIRTS, PANTS, JACKETS, SWEATERS, 
JERSEYS, NECKTIES, BE LTS (U.S. CLS. 22 AND 39). 


CLASS 26—FANCY GOODS 


FOR EMBROIDERED CLOTH PATCHES FOR CLOTHING (U.S. 
CLS. 37, 39, 40, 42 AND 50). 


SN 76-079,005. DEWITZ, JAYMME L., PHOENIX, AZ. FILED 
6-23-2000. 


TWO FAT PIGS 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR COOKBOOKS; NEWSLETTERS ON THE TOPICS OF DIN- 
ING, RECIPES AND HOME ENTERTAINING (U.S. CLS. 2, 5, 
22, 23, 29, 37, 38 AND 50). 

FIRST USE 1-0-1999; IN COMMERCE 1-0-1999. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR CONSULTATION SERVICES IN THE FIELD OF FOOD, 
WINE, MENU AND PARTY PLANNING (U.S. CLS. 100 AND 
101). 

FIRST USE 11-0-1998; IN COMMERCE 11-0-1998. 


SN 76-095,493. TRUSERV CORPORATION, CHICAGO, IL. FILED 
7-25-2000. 











NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“GRILL”’, APART FROM THE MARK AS SHOWN. 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR BARBECUE CLEANERS AND DEGREASERS (U.S. CLS. 
1, 4, 6, 50, 51 AND 52). 


CLASS 4—LUBRICANTS AND FUELS 

FOR WOOD CHIPS FOR USE AS FUEL, CHARCOAL BRI- 
QUETTES, CHARCOAL LIGHTER FLUID FOR BARBECUES, 
FLAVORED SMOKING WOODS (U.S. CLS. 1, 6 AND 15). 
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CLASS 8—HAND TOOLS 

FOR BARBECUE UTENSILS AND ACCESSORIES, NAMELY, 
FORKS, TONGS, CLEAVERS, SPOONS, KNIVES, AND MAL- 
LETS, HAND-OPERATED SLICERS, SCISSORS, SPOONS, TA- 
BLEWARE NAMELY KNIVES, FORKS, AND SPOONS, TOOL 
APRONS AND TOOL BELTS (U.S. CLS. 23, 28 AND 44). 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR BARBECUE EQUIPMENT, NAMELY GAS BARBECUE 
IGNITERS, LIGHTERS, BARBECUE GRILLS, ROTISSERIES, 
GRIDDLES, GRILL COVERS, WHEELS FOR BARBECUES, IGNI- 
TORS FOR GRILLS, KNOBS AND PARTS FOR BARBECUE 
GRILLS (U.S. CLS. 13, 21, 23, 31 AND 34). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR INFORMATIONAL BROCHURES ABOUT OUTDOOR 
COOKING DEVICES AND ACCESSORIES OTHER THAN FOOD 
PRODUCTS; PAPER SIGNS AND POSTERS (U.S. CLS. 2, 5, 22, 
23, 29, 37, 38 AND 50). 


CLASS 21—HOUSEWARES AND GLASS 

FOR BARBECUE ACCESSORIES, NAMELY, COOKING SKEW- 
ERS, KITCHEN LADLES, BASTING BRUSHES, WIRE GRILL 
BRUSHES, COOKING GRATES AND GRILLS, TURNERS, CUT- 
TING BOARDS, TRIVETS, SPIT BASKETS, GRILL SCRUBBING 
BRUSHES, GRILL CLEANING BRUSHES AND GRILL SCRAP- 
ERS, SPATULAS, GRILLING BASKETS (U.S. CLS. 2, 13, 23, 
29, 30, 33, 40 AND 50). 


CLASS 24—FABRICS 


FOR FIRE-RETARDANT BARBECUE MITTS (U.S. CLS. 42 
AND 50). 


CLASS 25—CLOTHING 


FOR CLOTHING ITEMS FOR USE IN CONNECTION WITH 
BARBECUING NAMELY, APRONS, GLOVES, HATS, MENS 
AND WOMENS TOPS, SHIRTS AND T-SHIRTS (U.S. CLS. 22 
AND 39). 


CLASS 30—STAPLE FOODS 


FOR COOKING SPICES NAMELY, BARBECUE SAUCES AND 
BARBECUE FLAVORINGS (U.S. CL. 46). 


CLASS 35—ADVERTISING AND BUSINESS 


FOR PROVIDING NATIONAL AND LOCAL COOPERATIVE 
ADVERTISING TO OTHERS; BUSINESS SERVICES, NAMELY 
MARKETING CONSULTING, PRODUCT MERCHANDISING, 
BUSINESS MERCHANDISING DISPLAY SERVICES, AND DE- 
VELOPING PROMOTIONAL CAMPAIGNS FOR BUSINESSES; 
RETAIL STORE SERVICES FEATURING OUTDOOR COOKING 
DEVICES AND ACCESSORIES OTHER THAN FOOD PRODUCTS 
(U.S. CLS. 100, 101 AND 102). 


SN 78-003,737. INTERNATIONAL MASTERS PUBLISHERS AB, 
MALMO, SWEDEN, FILED 4-12-2000. 


THE FRAGRANT HOME 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**FRAGRANT”, APART FROM THE MARK AS SHOWN. 
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CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR ESSENTIAL OILS FOR PERSONAL USE; ESSENTIAL 
OILS FOR THE USE IN THE MANUFACTURE OF SCENTED 
PRODUCTS (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR PRINTED MATERIAL, NAMELY, A SERIES OF INFOR- 
MATIONAL CARDS ON THE SUBJECT OF CREATING CRAFTS 
AND RECIPES USING ESSENTIAL OILS (U.S. CLS. 2, 5, 22, 
23, 29, 37, 38 AND 50). 


x * * * * 





SECTION 2.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification 
and are not an official part of the international classification. The full names of international classes are given in section 6.1 of 


the trademark rules of practice. 


The designation **U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than 
the international class which applies to applications filed on or after that date. For adoption of international classification see 
notice in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


Application in one class 


CLASS 1—CHEMICALS 


SN 75-572,605. SEEDS OF CHANGE, INC., DBA INTERIOR 
KOTINGS, BAYFIELD, CO. FILED 10-20-1998. 


Hush Kote 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
““COAT”’. APART FROM THE MARK AS SHOWN. 

FOR INTERIOR COATING, NAMELY, A SPRAY OR TROWEL 
APPLIED RUBBERIZED COATING FOR WALLS AND CEILINGS 
WHICH IS SOUNDPROOF, PROVIDES INSULATICN, AND IN- 
HIBITS FUNGAL GROWTH (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 

FIRST USE 9-0-1998; IN COMMERCE 9-0-1998. 


SN 75-638,762. ISP INVESTMENTS INC., WILMINGTON, DE. 
FILED 2-11-1999. 


VIVIPRINT 


FOR CHEMICALS, NAMELY A POLYMER FOR USE AS AN 
AID TO IMPROVE INKJET PRINT QUALITY (U.S. CLS. 1, 5, 
6, 10, 26 AND 46). 


SN 75-760,872. CELLU-CON, INC., STRATHMORE, CA. FILED 
7-26-1999. 


THERMX 


FOR YUCCA PLANT PRODUCTS FOR USE IN AGRICULTURE 
AS A WETTING AGENT TO IMPROVE PLANT GROWTH AND 
INCREASE CROP PRODUCTION (U.S. CLS. 1, 5, 6, 10, 26 AND 


FIRST USE 2-0-1994; IN COMMERCE 2-0-1994. 


CLASS 1—{Continued). 


SN 75-955,422. TRIPATH IMAGING, INC., BURLINGTON, NC. 
FILED 3-8-2000. 


PREPAP 


FOR REAGENTS AND CONSUMABLES TEST KITS COM- 
PRISING MICROSCOPE SLIDES, CENTRIFUGE TUBES, 
SYRINGING DEVICES, SETTLING CHAMBERS AND DISPOS- 
ABLE PIPETTE TIPS FOR USE IN PREPARING CYTOLOGICAL 
SAMPLES FOR COMPUTER AUTOMATED SCREENING IN 
MEDICAL, CLINICAL AND SCIENTIFIC PROCEDURES (U.S. 
CLS. 1, 5, 6, 10, 26 AND 46). 


SN 76-008,963. FISHER SCIENTIFIC COMPANY L.L.C., HAMP- 
TON, NH. FILED 3-24-2000. 


SUPER FRIENDLY 
FREEZE’IT 


FOR CHEMICAL FOR USE IN COOLING TISSUE SAMPLES 
TO ASSIST IN FURTHER PROCESSING THEREOF (U.S. CLS. 
1, 5, 6, 10, 26 AND 46). 

FIRST USE 0-0-1994; IN COMMERCE 0-0-1994. 


SN 76-009,728. REMET CORPORATION, UTICA, NY. FILED 
3-27-2000. 


HYFILL 


FOR WAX CASTINGS FOR USE IN INVESTMENT CASTING 
(U.S. CLS. 1, 5, 6, 10, 26 AND 46). 
FIRST USE 2-10-1992; IN COMMERCE 2-10-1992. 
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CLASS 1—({Continued). 


SN 76-019.212. BARKER TRADING COMPANY, SAN LUIS 
OBISPO, CA. FILED 4-7-2000. 


AGRI-MIN 


FOR AGRICULTURAL GRADE LIMESTONE TO BE USED IN 
ANIMAL FEED (U.S. CLS. 1. 5, 6, 10, 26 AND 46). 


SN 76-025,994. ERASER COMPANY, INC., THE, SYRACUSE, 
NY. FILED 4-14-2000 


DEOXINATOR 


FOR LIQUID CHEMICAL USED ON SWITCHES, RELAYS, 
CONNECTORS, BATTERIES, IC PINS AND SOCKETS AND 
OTHER COPPER OR METAL CONTACTS FOR THE REMOVAL 
OF OXIDATION AND PROTECTION AGAINST OXIDATION 
(U.S. CLS. 1, 5, 6, 10, 26 AND 46). 

FIRST USE 3-29-2000; IN COMMERCE 3-29-2000. 


SN 76-027,034. CENTRE EXPERIMENTAL DE RECHERCHES 
BIOLOGIQUES DE L’ESTRIE INC., ROCK FOREST, PROV- 
INCE OF QUEBEC, CANADA, FILED 4-17-2000. 


714X 


FOR SOLUTION TO BE USED IN THE TREATMENT OF DE- 
GENERATIVE DISEASES OR AS AN IMMUNOMODULATOR, 
TO BE INTRODUCED INTO THE BODY EITHER BY WAY OF 
PERINODULAR INJECTION OR THROUGH THE USE OF AN 
ULTRASONIC NEBULIZER (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 

FIRST USE 9-12-1975; IN COMMERCE 9-12-1975. 


SN 76-028,130. MACH I, INC., KING OF PRUSSIA, PA. FILED 
4-10-2000. 


NANOSTAIN 


FOR COLLOIDAL DISPERSIONS OF SUPERFINE IRON OX- 
IDES FOR PROTECTIVE COATINGS USED IN VARNISHES, 
PAINTS AND STAINS (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 

FIRST USE 3-2-2000; IN COMMERCE 3-2-2000. 


CLASS 2—PAINTS 


SN 76-017,653. DUNN-EDWARDS CORPORATION, LOS ANGE- 
LES, CA. FILED 4-3-2000. 


VERSAGLOSS 


FOR INTERIOR AND EXTERIOR PAINT (U.S. CLS. 6, 11 AND 
16). 
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SN 76-052,950. NALCO/EXXON ENERGY CHEMICALS, L.P., 
SUGAR LAND, TX. FILED 4-14-2000. 


GTO 


FOR COATINGS FOR NATURAL GAS PIPELINES IN THE 
NATURE OF A FRICTION REDUCING AGENT FOR USE IN 
PORTABLE MULTI-COMPONENT BLENDING SYSTEMS FOR 
CUSTOMIZED EMULSION-BREAKING CHEMICAL SOLUTIONS 
(U.S. CLS. 6, 11 AND 16). 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


SN 75-601,580. DR. MARTENS INTERNATIONAL TRADING 
GMBH, D-81241 MUNICH, FED REP GERMANY, FILED 
12-8-1998. 


DM’S DR. MARTENS 


FOR SHOE CARE PRODUCTS NAMELY, SHOE AND BOOT 
POLISH, SHOE CREAM, AND SHOE CLEANING PREPARA- 
TIONS (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


SN 75-651,988. LORENZ/GERMAINE, INC.. VALLEY VILLAGE, 
CA. FILED 3-2-1999. 


EB 


J ally yoo! 


BACKSTAGE 


LORENZ GERMAINE 


OWNER OF U.S. REG. NO. 1,804,040. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**HOLLYWOOD”", APART FROM THE MARK AS SHOWN. 

FOR HAIR CARE PREPARATIONS - NAMELY, SHAMPOO, 
CONDITIONER, HAIR SPRAY, MOUSSE, GEL AND HAIR POL- 
ISH (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 12-1-1997; IN COMMERCE 12-1-1997. 
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CLASS 3—({Continued). 


SN 75-668,165. WORX ENVIRONMENTAL PRODUCTS OF CAN- 
ADA _ INC., CALGARY, ALBERTA, CANADA, FILED 
3-25-1999. 





THE STIPPLING OF THE DRAWING IS A FEATURE OF THE 
MARK AND IS NOT INTENDED TO INDICATE COLOR. 

FOR POWDERED ENVIRONMENTALLY SAFE SOAPY FOR 
USE IN REMOVING, DISSOLVING, AND NEUTRALIZING INK, 
GREASE, GRIME AND DIRT FROM SKIN, SOLD PRIMARILY 
AT WHOLESALE OR IN HARDWARE STORES (U.S. CLS. 1, 
4, 6, 50, 51 AND 52). 

FIRST USE 8-1-1996; IN COMMERCE 8-1-1996 


SN 75-727,880. INNOVATIONS INTERNATIONAL, L.L.C., HOL- 
BROOK, AZ. FILED 6-14-1999. 


AICLEAN 


FOR POLISHING CLOTHS (U.S. CLS. 
52). 


1, 4, 6, 50, 51 AND 


SN 75-788,647. MASCOLO BROTHERS LIMITED, LONDON, 
ENGLAND, BY ASSIGNMENT MASCOLO, BRUNO, PLANO, 
TX. AND MASCOLO, GAETANO, DALLAS, TX. FILED 
8-31-1999. 


DOMINATRIX POWDER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**POWDER"’, APART FROM THE MARK AS SHOWN 

FOR COSMETIC PRODUCTS, NAMELY, FACIAL MAKEUP, 
FOUNDATION, BLUSH, CONCEALER AND FACE POWDER 
(U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 11-8-1999; IN COMMERCE 11-8-1999. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 3—(Continued). 


SN 75-788,913. COSMETIQUE SANS SOUCIS GMBH, D-76532 
BADEN-BADEN, FED REP GERMANY, FILED 8-31-1999. 


WHITENING BALANCE 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FED REP GER- 
MANY APPLICATION NO. 39942411.3, FILED 7-19-1999, REG. 
NO. 39942411, DATED 10-28-1999, EXPIRES 7-31-2009. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**WHITENING”’, APART FROM THE MARK AS SHOWN. 

FOR COSMETICS, NAMELY, DAY CREAMS, NIGHT 
CREAMS, ANTI-WRINKLE CREAMS, ANTI-WRINKLE GELS, 
ANTI-WRINKLE LOTION, EYE CREAMS, EYE GELS, MOISTUR- 
IZING LOTIONS, MOISTURIZING GELS, ANTI-CELLULITIS 
CREAMS, ANTI-CELLULITIS LOTIONS, SHOWER GELS, BATH 
OILS, BODY PEELING CREAMS AND LOTIONS, DEODORANT 
FOR PERSONAL USE, BODY CREAMS, BODY SPLASH, BODY 
LOTIONS, PERFUMES, EAU DE TOILETTE; SOAPS; ESSENTIAL 
OILS FOR PERSONAL USE (U.S. CLS. 1, 4, 6, 50, 51 AND 
52). 


SN 75-791,082. SIMPLY ALOE (PROPRIETARY) LIMITED, CAPE 
TOWN, SOUTH AFRICA, FILED 9-2-1999. 


alee 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*‘ALOE”’, APART FROM THE MARK AS SHOWN. 

FOR PERFUMERY, NAMELY, PERFUMES; SKIN MOISTURIZ- 
ERS; FACIAL CREAMS IN THE NATURE OF REGENERATING 
CREAMS; EYE GELS IN THE NATURE OF REGENERATING 
GELS; SKIN LOTIONS IN THE NATURE OF REGENERATING 
LOTIONS; FACIAL SCRUBS; NON-MEDICATED LIP BALM; 
HAIR CARE PREPARATIONS, NAMELY, SHAMPOOS AND 
HAIR CONDITIONERS; FACIAL CLEANSERS; SKIN REGEN- 
ERATING GELS; SKIN SOAPS; SUN SCREENS; NIGHT 
CREAMS; SKIN CLEANSING LOTIONS; SKIN CREAMS; SKIN 
TONERS; BATH AND BODY OIL; ALL CONTAINING AN ALOE 
PLANT EXTRACT (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


SN 75-794,264. TRI TECH LABORATORIES, INC., DBA TRI 
TECH LABS, LYNCHBURG, VA. BY ASSIGNMENT SPORTS 
PHARMACEUTICALS OF AMERICA, INC., FORT LAUDER- 
DALE, FL. FILED 7-15-1998. 


ISLAND LIFE 


FOR SUNSCREEN LOTION; LIP BALM (U.S. CLS. 1, 4, 6, 
50, 51 AND 52). 
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CLASS 3—({Continued). 


SN 75-804,164. NYX, 
9-15-1999. 


INC., LOS ANGELES, CA. FILED 


FOR PERFUME, LIPSTICK, LIPLINER PENCIL, EYELINER 
PENCIL, LIQUID EYELINER, EYEBROW PENCIL, EYESHADOW 
PENCIL, LIQUID LIPLINER, MASCARA, LIP GLOSS, NAIL POL- 
ISH, BLUSH, POWDER BRUSH, EYE SHADOW, LIQUID FOUN- 
DATION, LIPSTICK PENCIL, BODY LOTION, SCENTED BODY 
SPRAY, BODY GLITTER, SHOWER GEL, FACIAL POWDER, 
SKIN MOISTURIZER, FACIAL LOTION, AND NAIL HARDENER 
(U.S. CLS. 1, 4, 6, 50, 51 AND 52) 

FIRST USE 5-1-1999; IN COMMERCE 6-1-1999 


SN 75-806,584. BEN NYE CCMPANY, INC., LOS ANGELES, CA. 
FILED 9-24-1999 


MELLOW YELLOW 


FOR COSMETIC GOODS, NAMELY FOUNDATION MAKEUP 
(U.S. CLS. 1, 4, 6, 50, 51 AND 52). 
FIRST USE 0-0-1967; IN COMMERCE 0-0-1967. 


SN 75-807,516. HOFFMAN, SIMONE B., NEW YORK CITY, NY. 
FILED 10-30-1999 


DISAPPEARING ACT 


FOR COSMETICS, TOILETRIES AND FRAGRANCES SOLD 
INDIVIDUALLY AND IN SETS, NAMELY, LIP MAKE-UP, EYE 
MAKEUP, FOUNDATION MAKE-UP, FACE POWDER, 
CONCEALER, BLUSH, BAR SOAP, BODY SCRUBS, SKIN 
CLEANSER, CLARIFYING LOTION, MAKE-UP REMOVER, FA- 
CIAL MASKS AND SCRUBS, FACIAL TONERS, SKIN MOIS- 
TURIZERS, SKIN CONDITIONERS, EYE-TREATMENT CREAM, 
LIP NON-MEDICATED BALM, NAIL COLOR, NAIL COLOR RE- 
MOVER, ARTIFICIAL NAILS, NAIL FORTIFIER, CUTICLE RE- 
MOVE, CUTICLE CONDITIONER, HAIR LOTION, DUSTING 
POWDER, NONMEDICATED BATH WATER CONDITIONERS 
AND ADDITIVES, NAMELY BATH SALTS, BATH LIQUID 
SOAP, BATH POWDER, BUBBLE BATH, BATH OILS AND 
BATH GELS, COLOGNE. TOILET WATER, PERFUME, POT- 
POURRI, DENTIFRICES AND COMPACTS CONTAINING MAKE- 
UP (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 
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CLASS 3—{Continued). 


SN 75-809,312. MAGIC AMERICAN CORPORATION, CLEVE- 
LAND, OH. FILED 9-27-1999 


CLEAR FLOW 


FOR CLEANING PREPARATIONS, NAMELY, LIQUID HOUSE- 
HOLD CLEANER FOR REMOVING OIL AND GREASE STAINS, 
ADHESIVE RESIDUES, GUM, PAINT, TAR, AND THE LIKE, 
ALL PURPOSE CLEANING PREPARATION, SOAP FOR PER- 
SONAL USE, AND LAUNDRY CLEANING PREPARATIONS, 
NAMELY, LAUNDRY PRE-WASH AND STAIN REMOVER (U.S. 
CLS. 1, 4, 6, 50, 51 AND 52). 


SN 75-812,378. 
9-30-1999, 


SASSABY, INC., CARDIFF, CA. FILED 


AUTO MATTE 


FOR SKIN CARE PREPARATION, NAMELY, SKIN 
(U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


TONER 


SN 75-815,738. E2 BROKERS, EL DORADO HILLS, CA. FILED 
10-5—1999. 


MIAMI ICE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**MIAMI", APART FROM THE MARK AS SHOWN. 

FOR ROOM ODORIZERS (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 11-0-1992; IN COMMERCE 11-0-1992. 


SN 75-824,228. HENKEL KGAA, D-40191 DUESSELDORF, FED 
REP GERMANY, FILED 10-15-1999. 


MINIRISK 


OWNER OF FED REP GERMANY REG. NO. 39741665, DATED 
10-10-1997, EXPIRES 9-30-2007. 

FOR LAUNDRY PREPARATIONS, NAMELY, LAUNDRY 
STAIN AND SPOT REMOVER, DETERGENTS, BLEACH AND 
STARCH (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 
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CLASS 3—(Continued). 


SN 75-828.010. CARSON PRODUCTS COMPANY, RICHFIELD, 
NJ. FILED 10-22-1999. 








FOR CORRECTIVE COSMETICS, NAMELY. BODY AND SKIN 
COVER CREME, LEG AND BODY COVER’ CREME, 
CONCEALER, FADE SKIN CREME, AND SETTING BODY POW- 
DER (U.S. CLS. 1, 4, 6, 50, 51 AND 52) 

FIRST USE 8-0-1997; IN COMMERCE 8-0-1997. 


SN 75-831,744. MISCO PRODUCTS CORPORATION, READING, 
PA. FILED 10-26-1999 


CNajestic 


Carpet Solutions 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“CARPET SOLUTIONS", APART FROM THE MARK AS 
SHOWN. 

FOR INDUSTRIAL AND INSTITUTIONAL CARPET CLEAN- 
ING AND MAINTENANCE PRODUCTS (U.S. CLS. 1, 4, 6, 50, 
51 AND S32). 

FIRST USE 7-19-1999; IN COMMERCE 7-19-1999. 
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SN 75-837.357. BOTANIA INTERNATIONAL, INC., 
NEAPOLIS, MN. FILED 11—1-1999. 


MIN- 


BOTANIA 


AROMATAN 


THE MARK CONSISTS OF THE WORD BOTANIA”’ IN STYL- 
IZED TYPE WITH THE WORD *“‘AROMATAN”’ BELOW CEN- 
TERED IN A ROUNDED RECTANGLE. 

THE ENGLISH TRANSLATION OF *‘BOTANIA” IS “‘OF OR 
RELATING TO PLANTS, PLANT LIFE, DERIVED FROM 
PLANTS, PLANT TYPE OR PLANT GROUP”’. 

FOR AROMATHERAPY LOTIONS, OILS AND GELS FOR USE 
ON THE SKIN; AROMATHERAPY LOTIONS, OILS AND GELS 
FOR USE AS SUNTANNING PREPARATION; AROMATHERAPY 
BODY SOAPS; AROMATHERAPY BATH PRODUCTS, NAMELY 
BATH GELS, BATH OILS AND BATH SALTS (U.S. CLS. 1, 
4, 6, 50, 51 AND 52). 

FIRST USE 7-16-1999, IN COMMERCE 9-28-1999. 


SN 75-839,040. 
112-1999. 


JAPHIR, 75002 PARIS, FRANCE, FILED 


IRENA GREGORI 


OWNER OF FRANCE REG. NO. 92/411981, DATED 3-25-1992, 
EXPIRES 3-25-2002. 

“IRENA GREGORI"’ DOES NOT IDENTIFY A LIVING INDI- 
VIDUAL. 

FOR SKIN AND TOILET SOAPS, PERFUMED BUBBLE BATH 
AND SHOWER SOAPS, LIQUID SOAPS FOR HANDS, FACE 
AND BODY, BATH AND SHOWER GEL; PERFUMES, EAU DE 
TOILETTE, EAU DE PARFUM, EAU DE COLOGNE; ESSENTIAL 
OILS FOR PERSONAL USE, COSMETIC BODY AND FACE OIL; 
COSMETICS, NAMELY, LIPSTICK, EYE SHADOW, MASCARA, 
EYELINER, PENCIL, EYEBROW PENCIL, CHEEK BLUSH AND 
ROUGE, NAIL POLISH; CLEANSING BODY AND FACE MILKS, 
CREAMS, GELS AND LOTIONS FOR TOILET PURPOSES; COS- 
METIC FACE, HANDS AND BODY MILKS, GELS, LOTIONS 
AND CREAMS, COSMETIC BODY AND FACE POWDERS, 
BATH SALTS, TALCUM POWDER; NON-MEDICATED HAIR 
LOTIONS, SHAMPOOS AND PERFUMED SHAMPOO, HAIR 
TONIC, HAIR CREAM, HAIR OIL, HAIR SPRAY, DENTRIFICES 
(U.S. CLS. 1, 4, 6, 50, 51 AND 52) 


SN 75-841,184. STILES, CHRISTINA, RUTHERFORD, CA. FILED 
114-1999 


GODDESS MAINTENANCE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**MAINTENANCE™, APART FROM THE MARK AS SHOWN. 

FOR COSMETICS AND SKIN CARE PRODUCTS; NAMELY, 
SKIN CREAMS, SKIN MOISTURIZERS, SKIN TONING PROD- 
UCTS, LIPSTICKS, LIP BALMS, SUN BLOCKS, AND ANTI- 
AGING APPLICATIONS AND PRODUCTS (U.S. CLS. 1, 4, 6, 
50, 51 AND 52). 
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SN 75-850,227. OSTEON INC., RYE, NY. FILED 12-6-1999 


PUREZE 


FOR SKIN LOTION, SKIN SOAP, SKIN CREAM, HAIR GEL, 
HAIR SPRAYS, HAND LOTION, HAND SOAP, HAND CREAM 
ALL WITH ANTI-BACTERIAL, ANTI-VIRAL, ANTI-INFECTIVE, 
AND ANTI-MICROBIAL PROPERTIES (US. CLS. 1, 4, 6, 50, 
51 AND 52). 


SN 75-880,971. PARFUMS CHRISTIAN DIOR, S.A., 75008 PARIS, 
FRANCE, FILED 12-27-1999. 


COLORESSENCE 


OWNER OF U.S. REG. NOS. 774,747 AND 831,962. 

FOR PERFUME, EAU DE COLOGNE, TOILET WATERS, PER- 
FUMED BODY MILKS, BODY LOTIONS, BODY GELS, BODY 
OILS, BODY POWDERS, PERFUMED BATH AND SHOWER 
FOAMS AND GELS, PERFUMED SKIN SOAPS, PERFUMED 
MOISTURIZING SKIN CREAMS, PERFUMED HAIR CARE PREP- 
ARATIONS, TALCUM POWDER, AND PERSONAL DEODOR- 
ANTS FOR THE BODY (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


SN 75-896,015. UNITED ROOTS, LLC, BRIDGEPORT, CT. FILED 
1-13-2000. 


UNITED ROOTS 


FOR COSMETICS AND PERSONAL CARE PRODUCTS, 
NAMELY, HAIR SHAMPOOS, HAIR CONDITIONERS, FACE 
MOISTURIZERS, FACIAL CLEANSERS AND SCRUBS, AFTER 
SHAVE LOTIONS AND TONICS, LOTIONS FOR FACE, HAND 
AND BODY, BODY TREATMENTS, NAMELY, BODY WASH, 
BODY CREAM, BODY LOTION, BODY OILS, FACE CREAMS, 
EXFOLIATING CREAMS, LOTIONS AND GELS, BODY MASKS, 
BODY POWDERS, SUNTANNING PREPARATIONS, SHAVING 
PRODUCTS, NAMELY, SHAVING CREAMS, SHAVING LO- 
TIONS, BATH GELS, BATH OILS, NON-MEDICATED BATH 
SALTS, BODY WASHES, BODY SCRUBS, BUBBLE BATHS, 
PERFUME OILS, COLOGNES, AROMA THERAPY OILS, MAS- 
SAGE OILS, NATURAL OILS FOR PERSONAL USE (U.S. CLS. 
1, 4, 6, 50, 51 AND 52). 
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SN 75-902,888. COSMO COSMETICS, INC., SANTA FE SPRINGS, 
CA. FILED 1-24-2000. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**ZNO”’, APART FROM THE MARK AS SHOWN. 

FOR COSMETIC COLORING PAINT FOR FACE AND BODY 
AND BODY PAINT (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 10-11-1999; IN COMMERCE 10-11-1999. 


SN 75-908,279. O'ROURKE, MICHAEL, CHATSWORTH, CA. 
FILED 2-3-2000. 


MICHAEL O’ROURKE 


THE MARK IDENTIFIES THE APPLICANT, A LIVING INDI- 
VIDUAL. 

FOR HAIR CARE PRODUCTS FOR MEN, WOMEN AND CHIL- 
DREN, NAMELY HAIR SHAMPOOS, HAIR CONDITIONERS, 
HAIR LOTIONS, HAIR CREMES, HAIR GELS, HAIR SPRAYS, 
HAIR COLOR, HAIR DYES, HAIR RINSES, HAIR MOUSSE (U.S. 
CLS. 1, 4, 6, 50, 51 AND 52). 


SN 75-914,996. EUROPEENNE DE PRODUITS DE BEAUTE, 
PARIS, FRANCE, FILED 1-25-2000. 


STRESS REPAIR 


FOR SKIN CLEANSING LOTIONS, CREMES AND GELS, 
NAMELY SKIN CREAMS, SKIN LOTIONS, FACE CREAMS, 
FACE LOTIONS, BODY CREAMS, BODY LOTIONS, FACE 
GELS, SKIN GELS AND BODY GELS (U.S. CLS. 1, 4, 6, 50, 
51 AND 52). 
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SN 75-917,136. EASTERN CONSUMER MANAGEMENT, INC., 
FLUSHING, NY. FILED 2-11-2000. 


STEPHEN DANTE 


THE NAME ‘STEPHEN DANTE" DOES NOT IDENTIFY A 
PARTICULAR LIVING INDIVIDUAL. 

FOR SKIN CARE PRODUCTS, NAMELY, MOISTURIZING LO- 
TION, MOISTURIZING CREAM, FACIAL CLEANSER, SOAPS, 
ASTRINGENTS FOR COSMETIC PURPOSES, SKIN TONERS, FA- 
CIAL CREAMS, HAND AND BODY LOTIONS, EYE GEL, NON- 
MEDICATED LIP BALM, NON-MEDICATED LIP CONDI- 
TIONERS, NON-MEDICATED LIP TREATMENT PREPARA- 
TIONS, THIGH CREAM, EYE CREAM, THROAT CREAM, AND 
FACIAL MASKS; FOUNDATION MAKE-UP, BODY POWDER, 
BLUSHER, LIPSTICK, LIP LINER, MASCARA, CONCEALERS, 
EYE SHADOW, BODY GLITTER, NAIL POLISH; ROOM FRA- 
GRANCES; HAIR CARE PRODUCTS, NAMELY, SHAMPOO, 
CONDITIONER, HAIR DYE, HAIR GEL, HAIR MOUSSE, HAIR 
SPRAY, HAIR RELAXERS, AND HAIR DETANGLERS (U.S. CLS. 
1, 4, 6, 50, 51 AND 52). 


SN 75-923,699. PACIFIC CORPORATION, SEOUL, REPUBLIC OF 
KOREA, FILED 2-22-2000. 


DANTROL 


FOR HAIR SHAMPOOS, HAIR RINSES, BODY CLEANSERS, 
COSMETIC SOAPS, BATH SOAPS, SKIN MILK LOTIONS, 
HAIRSPRAYS, HAIR LOTIONS, HAIR PERFUMES, AND HAIR 
GELS (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


SN 76-002,530. AMETHYST INVESTMENT GROUP, INC, CHI- 
CAGO, IL. FILED 3-17-2000. 


A DIFFERENCE YOU CAN 
SEE AND FEEL ONLY AT 
SALONS 


FOR HAIR CARE PRODUCTS, NAMELY, SHAMPOOS, CON- 
DITIONERS AND RELAXERS, HAIR STYLING PREPARATIONS 
AND HAIR TREATMENT PREPARATIONS (U.S. CLS. 1, 4, 6, 
50, 51 AND 52). 


SN 76-010,151. PRL USA HOLDINGS, INC., WILMINGTON, DE. 
FILED 3-27-2000. 


RALPH RALPH LAUREN 


THE NAME “‘RALPH LAUREN” IDENTIFIES A LIVING INDI- 
VIDUAL WHOSE CONSENT IS OF RECORD. 

FOR SKIN CARE PREPARATIONS, NAMELY, EXFOLIATING 
BODY GEL, BODY SPRAY, BATH AND SHOWER GEL, BODY 
LOTION AND BATH CRYSTALS (U.S. CLS. 1, 4, 6, 50, 51 AND 
52). 
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SN 76-011,143. ROSENHAUS, STEVEN, NEW YORK, NY. FILED 
3-28-2000. 


FOR MEN’S AND WOMEN’S PERFUME AND COLOGNE, TOI- 
LET WATER AND BODY SPLASH; SCENTED BATH AND 
BODY POWDERS; SCENTED FACE AND BODY CREAMS AND 
GELS; SCENTED FACE AND BODY SOAPS; COSMETICS, 
NAMELY, LIPSTICK, MASCARA, EYELINER, EYESHADOW, 
BLUSH, FOUNDATION, LIPGLOSS AND NAIL POLISH; SHAM- 
POO, CONDITIONER AND HAIR STYLING SPRAYS, GELS AND 
MOUSSE; SCENTED DEODORANT (U.S. CLS. 1, 4, 6, 50, 51 
AND 52). 


SN 76-016,996. L’OREAL, 75008 PARIS, FRANCE, FILED 
4-3-2000. 


OWNER OF U.S. REG. NO. 1,846,438. 
FOR SKIN CLEANSER, SKIN TONER AND FACIAL MOIS- 
TURIZER (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


SN 76-028,311. WENDLER PRODUCTS, LLC, SALT LAKE CITY, 
UT. FILED 4-19-2000. 


NANTUCKET GARDENS 


FOR COSMETICS, NAMELY, FACE CREAMS, SHAMPOOS 
AND SKIN LOTIONS (U.S. CLS. 1, 4, 6, 50, $1 AND 52). 
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SN 76-032,972. ESTEE LAUDER INC., NEW YORK, NY. FILED 
4-24-2000. 


ENVELOPING 


FOR PERSONAL CARE PRODUCTS, NAMELY, DEODORANT 
AND ANTI-PERSPIRANT, COSMETICS, NAMELY, FOUNDA- 
TION MAKEUP, FACE POWDER, BODY POWDER, 
CONCEALER, BLUSHER, MASCARA, EYESHADOW, EYE- 
LINER, EYE PENCIL, EYE BROW PENCIL, LIPSTICK, LIP PEN- 
CIL, BRONZER AND NAIL ENAMEL; TOILETRIES, NAMELY, 
NON-MEDICATED LIP BALM, EYE MAKEUP REMOVER; FA- 
CIAL MAKEUP REMOVER, NAIL ENAMEL REMOVER, NAIL 
CONDITIONER, NAIL STRENGTHENER, RIDGE FILLER FOR 
NAILS, CUTICLE MOISTURIZING CREAM, CUTICLE REMOV- 
ING PREPARATLON, SHAVING FOAM AND PRE-SHAVE PREP- 
ARATIONS; FRAGRANCES, NAMELY, PERFUME, EAU DE 
PARFUM, EAU DE TOILETTE, ESSENTIAL OIL FOR PERSONAL 
USE, FRAGRANCED BODY LOTION, FRAGRANCED BODY 


CREAM, FRAGRANCED AFTER SHAVE LOTIONS AND GELS’ 


AND POTPOURRI, SKIN CARE PRODUCTS, NAMELY, FACE 
CREAM, BODY CREAM, NON-MEDICATED ANTI-WRINKLE 
CREAM, NON-MEDICATED SKIN RENEWAL CREAM; EYE 
CREAM; BODY LOTION, BODY OIL; BATH OIL, FACIAL 
TONER, BODY TONER, FACIAL SOAP, BODY SOAP, BODY 
SHOWER GEL, FACIAL CLEANSING CREAM, FACIAL 
CLEANSING LOTION, ASTRINGENT, SKIN BLEMISH PREPA- 
RATION, FACIAL MASQUE, BODY MASQUE, FACIAL SUN- 
SCREEN, BODY SUNSCREEN, SELF-TANNING PREPARATION 
AND AFTER SUN SOOTHING MOISTURIZING LOTION, 
CREAM AND GEL; HAIR CARE PRODUCTS, NAMELY, HAIR 
SHAMPOO, HAIR CONDITIONER, HAIR SPRAY, HAIR 
MOUSSE, HAIR GEL, HAIR HUMECTANT AND HAIR SUN- 
SCREEN (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


SN 76-035,983. PAULA DORF COSMETICS, INC., NEW YORK, 
NY. FILED 4-28-2000. 


PERFECT GLO 


FOR COSMETIC SKIN CONCEALERS (U.S. CLS. 1, 4, 6, 50, 
51 AND 52). 


SN 76-045,537. AMERICAN IMPRESSIONS, LLC, STRATFORD, 
CT. FILED 5-11-2000. 


ACTIVATOR 


FOR PERFUME (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


SN 76-049,134. STIEFEL LABORATORIES, INC., CORAL GA- 
BLES, FL. FILED 5-17-2000. 


AGILE 


FOR ANALGESIC JOINT AND MUSCLE RUB, CREAM, GEL 
AND OINTMENT (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 
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SN 76-050,122. HOPE DIAMOND COLLECTION, INC., NASH- 
VILLE, TN. FILED 5-16-2000 


PHOSPHORUS POUR 
HOMME 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**POUR HOMME"’, APART FROM THE MARK AS SHOWN. 

THE ENGLISH TRANSLATION OF **POUR HOMME" IS **FOR 
MAN”’. 

FOR EAU DE PARFUM, EAU DE TOILETTE, PERFUME, CO- 
LOGNE, SKIN SOAP, ESSENTIAL OILS FOR THE BODY, BATH/ 
SHOWER GEL, TALCUM POWDER, DEODORANT, BATH 
BEADS, BATH SALTS, SKIN CARE PRODUCTS, NAMELY, 
SUNTAN LOTIONS AND CREAMS, SELF-TANNING LOTIONS 
AND CREAMS, SUN-SCREEN LOTIONS AND CREAMS, MOIS- 
TURIZERS, AFTER-SHAVE LOTIONS AND CREAMS (U.S. CLS. 
1, 4, 6, 50, 51 AND 52). 


SN 76-055,503. U.S. FENCE LLC, MIDDLEBURG HEIGHTS, OH. 
FILED 5-24-2000. 


BACKHAND 


FOR CLEANER AND CONDITIONER FOR BASEBALL 
GLOVES (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


SN 76-055,527. S. C. JOHNSON & SON, INC., RACINE, WI. 
FILED 5-19-2000. 


EDGE ACTIVE CARE 


OWNER OF U.S. REG. NOS. 897,059, 1,366,226 AND 2,162,906 
FOR SHAVE FOAM, SHAVE GEL, AFTER SHAVE AND 
SHAVING PREPARATIONS (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


SN 76-056,643. AVON PRODUCTS, INC., NEW YORK, NY. 
FILED 5-25-2000. 


RARE PEARLS 


OWNER OF U.S. REG. NOS. 1,987.685, 2.360.810 AND OTH- 
ERS. 

FOR FRAGRANCE AND TOILETRY PRODUCTS, NAMELY - 
EAU DE PARFUM, COLOGNE, BODY LOTION, BODY CREAM, 
SHOWER GEL, AND TALCUM POWDER (U.S. CLS. 1, 4, 6, 
50, 51 AND 52). 
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SN 76-056,736. MANUFACTURERA DENTAL CONTINENTAL S. 
A. DE C.V., ZAPOPAN, JALISCO, MEXICO, FILED 5-26-2000 


FOR DENTURE POLISHES (U.S. CLS. 1, 4, 6, 50, 51 AND 
52). 
FIRST USE 5-17-1999; IN COMMERCE 5-17-1999. 


SN 76-058,334. FRESH, INC., BOSTON, MA. FILED 5-30-2000. 


LIFE 


FOR SOAPS, MOUTH WASH, FACE CREAMS AND CLEANS- 
ERS, BODY LOTIONS, HAND CREAMS, BATH PREPARATIONS 
NAMELY, BATH GELS, SHOWER GELS, BATH SALTS, SHAM- 
POOS AND CONDITIONERS, COSMETICS, LIPSTICKS, EYE 
SHADOWS, LIP GLOSS, NAIL POLISH, FACE POWDERS AND 
FOUNDATIONS, SCENTED INCENSE, PERFUME, TOILET WA- 
TERS, MASSAGE OILS (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


SN 76-058,623. FRESH, INC., BOSTON, MA. FILED 5-30-2000. 


MUKKI EAU DE TOILETTE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**EAU DE TOILETTE’’, APART FROM THE MARK AS SHOWN. 

FOR PERFUME, TOILET WATERS, EAU DE TOILETTE (U.S. 
CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 1-0-1997; IN COMMERCE 1-0-1997. 


SN 76-059,044. CARSON PRODUCTS COMPANY, SAVANNAH, 
GA. FILED 5-30-2000. 


DEEP COPPER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*““COPPER’’, APART FROM THE MARK AS SHOWN. 

FOR HAIR CARE PREPARATIONS (U.S. CLS. 1, 4, 6, 50, 51 
AND 52). 
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SN 76-059,602. BELL CHEMICAL CORPORATION, 
RATON, FL. FILED 5-30-2000. 


BOCA 


wt 8l4ee, 


AMAZING 





A SUPER-STRENGTH CLEANING PRODUCT 
DEVELOPED FOR BOATERS 


WORKS WONDERS WHEN OTHERS WON'T! 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**AMAZING”’ AND “SUPER STRENGTH CLEANING PRODUCT 
DEVELOPED FOR BOATERS’’, APART FROM THE MARK AS 
SHOWN. 

FOR ALL PURPOSE MARINE CLEANER (U.S. CLS. 1, 4, 6, 
50, 51 AND 52). 

FIRST USE 9-0-1986; IN COMMERCE 9-0-1986. 


SN 76-059,714. LYOREAL USA CREATIVE, INC., NEW YORK, 
NY. BY CHANGE OF NAME COSMAIR CREATIVE, INC., 
NEW YORK, NY. FILED 5-31-2000. 


TWO TIMER 


OWNER OF U.S. REG. NO. 2,310,335. 
FOR COSMETICS, NAMELY, EYE LINER AND EYE SHADOW 
PENCIL (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


SN 76-060,040. CARSON PRODUCTS COMPANY, SAVANNAH, 
GA. FILED 5-30-2000. 


DEEP MAHOGANY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**MAHOGANY™, APART FROM THE MARK AS SHOWN. 

FOR HAIR CARE PREPARATIONS (U.S. CLS. 1, 4, 6, 50, 51 
AND 52). 


SN 76-060,326. THOMAS, KEVIN A., AMARILLO, TX. FILED 
5-31-2000. 


LOVE 2 MASSAGE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**MASSAGE"’, APART FROM THE MARK AS SHOWN. 

FOR MASSAGE OILS, CREAMS AND LOTIONS (U.S. CLS. 
1, 4, 6, 50, 51 AND 52). 

FIRST USE 10-22-1999; IN COMMERCE 12-19-1999. 
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SN 76-060,354. YAMAHATSU SANGYO KAISHA, LTD., OSAKA- 
SHI, OSAKA-FU, JAPAN, FILED 5-31-2000. 


TOUCHNESS 


OWNER OF U.S. REG. NO. 1,836,513. 
FOR HAIR DYES (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 
FIRST USE 4-0-1987; IN COMMERCE 1-0-1997. 


SN 76-061,193. GUANG YAN CORPORATION, WHITESTONE, 
NY. FILED 6-5-2000. 


Riek > 


THE NON-LATIN CHINESE CHARACTERS AS SHOWN ON 
THE MARK TRANSLITERATE TO **Al TA MEI"’ IN MANDARIN 
CHINESE OR “Ol TA MAI"’ IN CANTONESE, WHICH BEST 
TRANSLATES TO AND MEANS **‘MAGICALLY LOVING BEAU- 
TY: IN ENGLISH. 

FOR COSMETICS, NAMELY, FACIAL CREAMS, BODY 
CREAMS, FACIAL POWDERS, PERFUMES, SKIN CREAMS AND 
SKIN LOTION (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 1-1-2000; IN COMMERCE 1-1-2000. 


SN 76-061,677. BLISS WORLD LLC, BROOKLYN, NY. FILED 
6-2-2000. 


COLORCAKES 


FOR MAKEUP, EYESHADOW, BLUSHER, LIPSTICK, LIP 
GLOSS, MASCARA (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


SN 76-061,706. NEXXUS PRODUCTS COMPANY, GOLETA, CA. 
FILED 6-2-2000. 


SHINESQUE 


FOR HAIR CARE PRODUCTS, NAMELY, SHAMPOOS, CON- 
DITIONERS AND HAIR STYLING PREPARATIONS (U.S. CLS. 
1, 4, 6, 50, 51 AND 52). 


SN 76-061,707. NEXXUS PRODUCTS COMPANY, GOLETA, CA. 
FILED 6-2-2000. 


DZYN MAKER 


FOR HAIR STYLING PREPARATIONS (U.S. CLS. 1, 4, 6, 50, 
$1 AND 52). 
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SN 76-061,762. VS COSMETICS, LLC, WILMINGTON, DE. FILED 


aiiKe 


FOR COSMETICS AND SKIN AND HAIR CARE PRODUCTS, 
NAMELY, SKIN SOAPS, HAIR LOTIONS, BATH AND SHOWER 
GEL, SHAMPOO, TOOTHPASTE, ASTRINGENTS FOR COS- 
METIC PURPOSE, MAKE-UP REMOVING PREPARATIONS, 
BEAUTY MASKS, BLEACHING PREPARATIONS FOR COS- 
METIC PURPOSES, CLEANSING MILK, HERBAL SKIN PREP- 
ARATIONS FOR STEAMING THE FACE, MINERAL WATER 
SPRAY FOR FACIAL APPLICATION, SLIMMING AND TONING 
CREAMS, SKIN WHITENING CREAMS, DEPILATORY PREP- 
ARATIONS, SMOOTHING PREPARATIONS FOR THE SKIN, 
FACE AND BODY MOISTURIZING LOTIONS, CREAMS, AND 
GELS, SKIN BALM, BATH ADDITIVES, BODY POWDER, PER- 
FUMES, ESSENTIAL OILS FOR PERSONAL USE, SUN TAN- 
NING AND SUN CARE PRODUCTS (U.S. CLS. 1, 4, 6, 50, 51 
AND 52). 








SN 76-063,012. J.C. GARET, INC., VISTA, CA. FILED 6-5-2000. 


ZOUT 


FOR STAIN REMOVERS (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 
FIRST USE 7-0-1967, IN COMMERCE 9-0-1967. 


SN 76-063,540. SAKS & COMPANY, BIRMINGHAM, AL. FILED 
5-26-2000. 


SFAntastic 


OWNER OF U.S. REG. NOS. 1,207,345 AND 1,209,234. 

FOR BATH GELS, BATH SALTS, SKIN SOAPS, BODY LO- 
TION, BODY SCRUB, FOAMING BATH, HAND LOTIONS, 
AFTER-SHAVE LOTIONS, BODY POWDER, BUBBLE BATH, 
HAIR CONDITIONERS, BODY CREAM, COLD CREAM, EYE 
CREAM, HAND CREAM, NIGHT CREAM, SHAVING CREAM, 
SKIN CLEANSING CREAM AND LOTION, SKIN CREAM, ES- 
SENTIAL OILS FOR PERSONAL USE, FACIAL SCRUBS, HAIR 
GEL, SHAVING GEL, SHOWER GEL, HAIR DRESSINGS FOR 
MEN, HAIR RINSES, INCENSE, MASSAGE OIL, SKIN MOIS- 
TURIZER, BABY OIL, BATH AND BODY OIL, POTPOURRI, 
SACHETS, BABY SHAMPOO, HAIR SHAMPOO, SKIN CLARI- 
FIERS, SKIN TONERS, SUN BLOCK PREPARATIONS, SUN 
SCREEN PREPARATIONS, SUN TANNING PREPARATIONS, 
PRE-MOISTENED COSMETIC TOWELETTES, VANISHING 
CREAM, WRINKLE REMOVING SKIN CARE PREPARATION, 
PERFUME, TOILET WATER, NON-MEDICATED LIP BALM, 
NAIL CARE PREPARATIONS (U.S. CLS. 1, 4, 6, 50, 51 AND 
52). 
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SN 76-064,234. GRAHAM WEBB INTERNATIONAL LIMITED 
PARTNERSHIP, CARLSBAD, CA. FILED 6-6-2000. 


PRIVE 


THE ENGLISH TRANSLATION OF*PRIVE”’ IS **PRIVATE”’. 

FOR HAIR CARE PRODUCTS, NAMELY, SHAMPOOS, CON- 
DITIONERS, STYLING MOUSSE, STYLING GELS, POMADES, 
THICKENING LOTIONS, SMOOTHING SERUMS, TEXTURIZING 
LOTIONS. AND HAIR SPRAY: BATH PRODUCTS, NAMELY, 
BATH GEL, BODY LOTION, AND BODY OIL (U.S. CLS. 1, 
4, 6, 50, 51 AND 52). 


SN 76-064,272. SUN PHARMACEUTICALS CORP., WESTPORT, 
CT. FILED 6-6-2000. 


SUN PROTECTION THAT’S 
FUN PROTECTION 


FOR SUNSCREENS, LIP BALMS AND SKIN MOISTURIZERS 
(U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


SN 76-065,523. MESAS, MANUEL CAMACHO, BARCELONA, 
SPAIN, FILED 6-8-2000. 


2010 


FOR COSMETICS, NAMELY EAU DE TOILETTE, LIPSTICK, 
EYE MASK, BODY LOTION AND MOISTURIZING CREAM (U.S. 
CLS. 1, 4, 6, 50, 51 AND 52). 


SN 76-067,550. STEPHAN DISTRIBUTING, INC., FORT LAU- 
DERDALE, FL. FILED 6-9-2000. 


INTRAKERA 


FOR HAIR CARE PRODUCTS, NAMELY, CONDITIONERS, 
GELS (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 
FIRST USE 1-1-1978; IN COMMERCE 1-1-1978. 


SN 76-071,343. CHARLES REVSON INC., NEW YORK, NY. 
FILED 6-15-2000. 


EXPECT THE UNEXPECTED 


FOR MAKEUP (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 76-071,416. KAO KABUSHIKI KAISHA, TA KAO CORPORA- 
TION, TOKYO, JAPAN, FILED 6-15-2000. 


SOFINA 


FOR COSMETICS, NAMELY, SKIN SOAP, SKIN CARE 
CREAM, MOISTURIZER, SKIN CARE LOTION, SKIN CARE 
MILK, FACE CARE LOTION, BEAUTY MASK, FACIAL MAS- 
SAGE LOTION, BODY MASSAGE LOTION, MAKE UP RE- 
MOVER, EAU DE COLOGNE, TOILET WATER (US. CLS. 1}, 
4, 6, 50, 51 AND 52). 


SN 76-077,765. L'OREAL USA CREATIVE, INC., NEW YORK, 
NY. BY CHANGE OF NAME COSMAIR CREATIVE, INC., 
NEW YORK, NY. FILED 6-26-2000. 


WILLPOWER 


FOR HAIR STYLING PREPARATION, NAMELY, HAIRSPRAY 
(U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


SN 78-001,585. PROCTER & GAMBLE COMPANY, THE, CIN- 
CINNATI, OH. FILED 3-29-2000. 


LUVS NATURAL 
ULTRATHICKS 


OWNER OF U.S. REG. NOS. 
.209,794. 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*‘NATURAL”, APART FROM THE MARK AS SHOWN. 
FOR BABY WIPES (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


1,060,347, 2,209,762 AND 


SN 78-016,015. SHERWIN-WILLIAMS AUTOMOTIVE FINISHES 
CORP., CLEVELAND, OH. FILED 7-10-2000. 


TEC/STRIP 


FOR PAINT REMOVER AND STRIPPER (U.S. CLS. 1, 4, 6, 
50, 51 AND 52). 


CLASS 4—LUBRICANTS AND FUELS 


SN 75-653,057. CONCORD CANDLE CORPORATION, BARRIE, 
ONTARIO, CANADA, FILED 3-3-1999. 


THE WASHINGTON 


FOR CANDLES (U.S. CLS. 1, 6 AND 15). 
FIRST USE 1-1-1997; IN COMMERCE 1-1-1997. 
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SN 75-929,693. RECKITT BENCKISER AG, 8405 WINTERTHUR, 
SWITZERLAND, FILED 2-25-2000. 


RECKITT BENCKISER 


*““RECKITT BENCKISER’’ DOES NOT IDENTIFY A LIVING 
INDIVIDUAL. 
FOR CANDLES (U.S. CLS. 1, 6 AND 15). 


SN 75-939,042. GENERAL TECHNOLOGY APPLICATIONS, INC., 
GAINESVILLE, VA. FILED 3-9-2000. 


VISCON 


FOR INGREDIENT FOR USE IN AN OCTANE BOOSTER FUEL 
CHEMICAL ADDITIVE, NAMELY, SOLUTIONS OF ULTRA 
HIGH MOLECULAR WEIGHT POLYMERS IN HYDROCARBON 
LIQUIDS FOR USE IN FUELS AND LUBRICANTS (U.S. CLS. 
1, 6 AND 15). 

FIRST USE 7-12-1999; IN COMMERCE 7-12-1999. 


SN 78-004.266. VIACOM INTERNATIONAL INC., NEW YORK, 
NY. FILED 4-14-2000. 


VIDEO MUSIC AWARDS 


OWNER OF U.S. REG. NOS. 1,979,141, 2,084,965 AND OTH- 
ERS. 


FOR CANDLES (U.S. CLS. 1, 6 AND 15). 


CLASS 5—PHARMACEUTICALS 


SN 75-468,188. WPCOM COLORADO INC., THORTON, CO. BY 
CHANGE OF NAME AMRION, INC., BOULDER, CO. FILED 
4-15-1998. 


CARDIOCYSTEINE 


FOR NON-PRESCRIPTION DIETARY SUPPLEMENTS (U.S. 
CLS. 6, 18, 44, 46, 51 AND 52). 
FIRST USE 3-25-1997; IN COMMERCE 3-25-1997. 


SN 75-500,228. LLANEZA S.A.. ANDORRA LA _ VELLA, 
PRINCIPAT D’ANDORRA, ANDORRA, FILED 6-11-1998. 


EMBROSSA 


FOR FOOD SUPPLEMENTS FOR MEDICAL USE; AND FOOD 
SUPPLEMENTS OF VEGETAL ORIGIN (U.S. CLS. 6, 18, 44, 46, 
51 AND 52). 
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SN 75-543,934. MOLNLYCKE HEALTH CARE AB, GOTEBORG, 
SWEDEN, FILED 8-27-1998. 


MELGISORB 


OWNER OF SWEDEN REG. NO. 337416, DATED 5-26-2000, 
EXPIRES 5-26-2010. 

FOR ABSORBENT PADS AND NON-WOVEN FABRICS FOR 
USE AS MEDICAL DRESSING; SURGICAL BANDAGES AND 
MEDICAL BANDAGES FOR SKIN WOUNDS (U.S. CLS. 6, 18, 
44, 46, 51 AND 52). 


SN 75-654,399. KAY-SEE DENTAL MANUFACTURING COM- 
PANY, KANSAS CITY, MO. FILED 3-5-1999. 


VERSA-LINK 


FOR DENTAL CEMENT (US. CLS. 6, 18, 44, 46, 51 AND 


2). 
FIRST USE 6-30-1998; IN COMMERCE 8-25-1998. 


SN 75-748,989. WARNER CHILCOTT PLC, DUBLIN 2, IRELAND, 
FILED 7-9-1999. 


Cc WARNER 
CHILCOTT 


FOR MEDICINAL AND PHARMACEUTICAL PREPARATIONS, 
NAMELY ORAL CONTRACEPTIVES, HORMONE REPLACE- 
MENT THERAPY, OVULATION CONTROL, URINARY TRACT 
INFECTION ANALGESICS; AND MEDICINAL AND PHARMA- 
CEUTICAL PREPARATIONS FOR THE TREATMENT OF CAR- 
DIAC AND DERMATOLOGICAL DISORDERS (U.S. CLS. 6, 18, 
44, 46, 51 AND 52). 

FIRST USE 3-28-1996; IN COMMERCE 3-28-1996. 
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SN 75-749,340. WARNER CHILCOTT PLC, DUBLIN 2, IRELAND, 
FILED 7-9-1999 


FOR MEDICINAL AND PHARMACEUTICAL PREPARATIONS, 
NAMELY ORAL CONTRACEPTIVES, HORMONE REPLACE- 
MENT THERAPY, OVULATION CONTROL, URINARY TRACT 
INFECTION ANALGESICS; AND MEDICINAL AND PHARMA- 
CEUTICAL PREPARATIONS FOR THE TREATMENT OF CAR- 
DIAC AND DERMATOLOGICAL DISORDERS (U.S. CLS. 6, 18, 
44, 46, 51 AND 52). 

FIRST USE 3-28-1996, IN COMMERCE 3-28-1996. 


SN 75-774,424. BEUING ZAOANQING FOOD GO., LTD., 
HAIDIAN DISTRICT, BEIJING, CHINA, FILED 8-12-1999. 


THE ASIAN CHARACTERS IN THE MARK TRANSLITERATE 
TO **ZAOANQING"’, WHICH TRANSLATES TO **GOOD MORN- 
ING FEELING” IN ENGLISH. 

FOR DIETARY SUPPLEMENTS, NAMELY CHINESE 
WOLFBERRY AND DRIED LILY (U.S. CLS. 6, 18, 44, 46, 51 
AND 52). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 75-787,124. AVENUE, INC., THE, WILMINGTON, DE. FILED 
8-27-1999. 


AVENUE 


OWNER OF U.S. REG. NOS. 2,218,272, 2,251,168 AND OTH- 
ERS. 

FOR AIR FRESHENERS, AIR DEODORIZERS AND AIR DE- 
ODORANTS (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-815,734. E2 BROKERS, EL DORADO HILLS, CA. FILED 
10-5—1999. 


LIDO SCENT 


FOR ROOM ODORIZERS (U.S. CLS. 6, 18, 44, 46, 51 AND 


52). 
FIRST USE 11-0-1992; IN COMMERCE 11-0-1992. 


SN 75-818,726. XOMA TECHNOLOGY LTD., BERKELEY, CA. 
FILED 10-8-1999. 


OPTIPREX 


FOR PHARMACEUTICAL PREPARATIONS FOR OPHTHAL- 
MOLOGICAL USE (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-818,896. XOMA TECHNOLOGY LTD., BERKELEY, CA. 
FILED 10-8-1999. 


I-PREX 
FOR PHARMACEUTICAL PREPARATIONS FOR OPHTHAL- 


MOLOGICAL USE (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-833,613. DYNATRONICS CORPORATION, SALT LAKE 
CITY, UT. FILED 10-27-1999. 


DYNALIFE 


FOR VITAMINS AND NUTRITIONAL AND DIETARY SUP- 
PLEMENTS (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 
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SN 75-844,153. GENENTECH, INC., SOUTH SAN FRANCISCO, 
CA. FILED 11-9-1999. 


NutropinDEPOT 


OWNER OF U.S. REG. NOS. 1,490,775, 2,082,377 AND OTH- 
ERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**DEPOT"’, APART FROM THE MARK AS SHOWN. 

FOR PHARMACEUTICAL PREPARATION, NAMELY, 
GROWTH HORMONE (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-863,426. SMITHKLINE BEECHAM CORPORATION, 
PHILADELPHIA, PA. FILED 12-3-1999. 


EVEN RELEASE 24 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
““EVEN RELEASE”, APART FROM THE MARK AS SHOWN. 

FOR PHARMACEUTICAL PREPARATIONS NAMELY, SMOK- 
ING CESSATION PREPARATIONS (U.S. CLS. 6, 18, 44, 46, 51 
AND 52). 


SN 75-870,838. PARCON RESEARCH, LLC, ROCHESTER, NY 
FILED 12-13-1999. 


C-QUENCH 


FOR TRANSDERMAL PATCHES CONTAINING VITAMIN C 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). 
FIRST USE 1-1-1999, IN COMMERCE 4-1-1999. 


SN 75-934,153. GRAY, ROBERT S., SANTA MONICA, CA. FILED 
2-24-2000. 


MINT DRIVE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**MINT™, APART FROM THE MARK AS SHOWN. 

FOR HERBAL SUPPLEMENTS CONTAINING MINT (U.S. CLS. 
6, 18, 44, 46, 51 AND 52). 


SN 75-939,139. AMERIFIT NUTRITION, INC., BLOOMFIELD, CT. 
FILED 3-9-2000. 


AMERIFIT NUTRITION 


OWNER OF U.S. REG. NO. 2,159,127. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“NUTRITION”’, APART FROM THE MARK AS SHOWN. 

FOR DIETARY AND NUTRITIONAL SUPPLEMENTS (U.S. 
CLS. 6, 18, 44, 46, 51 AND 52). 
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SN 76-004,006. CONAGRA BRANDS, INC., OMAHA, NE. FILED 
3-17-2000. 


HEALTHY#CHOICE 





OWNER OF U.S. REG. NOS. 196,741, 1,854,339 AND OTHERS. 
FOR MEAL REPLACEMENT BEVERAGE MIXES (USS. CLS. 
6, 18, 44, 46, 51 AND 52). 


SN 76-010,037. PHARMED GROUP HOLDINGS, INC., MIAMI, 
FL. FILED 3-27-2000. 


VETGLO 


FOR VETERINARY NUTRITIONAL SUPPLEMENT (U.S. CLS. 
6, 18, 44, 46, 51 AND 52). 
FIRST USE 5-3-1999; IN COMMERCE 5-3-1999. 


SN 76-013,365. SMITHKLINE BEECHAM CORPORATION, 
PHILADELPHIA, PA. FILED 3-30-2000. 


AUGMENTIN HD 


OWNER-OF U.S. REG. NOS. 1,144,669 AND 1,533,895. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*‘HD"’, APART FROM THE MARK AS SHOWN. 

FOR ANTIBIOTIC PREPARATION (U.S. CLS. 6, 18, 44, 46, 
51 AND 52). 


SN 76-014,931. NATURAL ORGANICS INC., MELVILLE, NY. 
FILED 3-31-2000. 


LOVE BITES 


FOR DIETARY SUPPLEMENTS (U.S. CLS. 6, 18, 44, 46, 51 
AND 52). 
FIRST USE 3-0-1984; IN COMMERCE 3-0-1984. 


SN 76-016,935. AQUASEARCH, INC., KAILUA-KONA, HI. FILED 
4-4-2000. 


ASTAFACTOR 


FOR DIETARY SUPPLEMENTS (U.S. CLS. 6, 18, 44, 46, 51 
AND 52). . 
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SN 76-017,175. WHOLE FOODS MARKET SERVICES, INC., 
AUSTIN, TX. FILED 4-4-2000. 


HERPENEX 


FOR DIETARY SUPPLEMENTS (U.S. CLS. 6, 18, 44, 46, 51 
AND $52). 
FIRST USE 9-1-1998; IN COMMERCE 9-1-1998. 


SN 76-017,177. WHOLE FOODS MARKET SERVICES, INC., 
AUSTIN, TX. FILED 4-4-2000. 


URGENC 


FOR DIETARY SUPPLEMENTS (U.S. CLS. 6, 18, 44, 46, 51 
AND 52). 


SN 76-018,745. NATURAL ANSWERS, INC., NAPLES, FL. FILED 
4-5-2000. 


HerbaDry!| 


FOR HERBAL SUPPLEMENTS, NAMELY, A BLEND OF 
HERBS, VITAMINS, AND FOOD EXTRACTS, DESIGNED TO 
PROMOTE THE TEMPORARY RELIEF OF SYMPTOMS ASSOCI- 
ATED WITH AND RELATED TO UPPER RESPIRATORY ALLER- 
GIES (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 

FIRST USE 1-1-1999, IN COMMERCE 1-1-1999. 


SN 76-019,001. SCHERING CORPORATION, KENILWORTH, NJ. 
FILED 4-5-2000. 


EZETROL 


FOR PHARMACEUTICAL PREPARATION, NAMELY, A CHO- 
LESTEROL ABSORPTION INHIBITOR (U.S. CLS. 6, 18, 44, 46, 
51 AND 52). 


SN 76-021.574. ARKOPHARMA S.A., 06510 CARROS, FRANCE, 
FILED 4-10-2000. 


ARKOJOINT 


FOR NUTRITIONAL DIETARY SUPPLEMENTS (U.S. CLS. 6, 


18, 44, 46, 51 AND 52). 
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SN 76-021,706. VINCO 
3-22-2000. 


INC.. EVANS CITY, PA. FILED 


METABOBOLIC 


FOR NUTRITIONAL DIET AID (U.S. CLS. 6, 18, 44, 46, 51 
AND 52). 
FIRST USE 12-23-1999; IN COMMERCE 12-23-1999. 


SN 76-023,187. WHITMIRE MICRO-GEN RESEARCH LABORA- 
TORIES, INC., ST. LOUIS, MO. FILED 1-27-2000. 


PYRISHIELD 


FOR INSECTICIDES FOR THE ANIMAL HEALTH INDUSTRY 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


SN 76-027,018. METREX RESEARCH CORPORATION, ORANGE, 
CA. FILED 4-17-2000. 


PROCIDE-D PLUS 


FOR STERILIZATION AND/OR DISINFECTANT SOLUTION 
OF ACTIVATED DIALDEHYDE FOR USE IN MEDICAL PROCE- 
DURES (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


SN 76-027,019. METREX RESEARCH CORPORATION, ORANGE, 
CA. FILED 4-17-2000. 


PROCIDE-D 


FOR STERILIZATION AND/OR DISINFECTANT SOLUTION 
OF ACTIVATED DIALDEHYDE FOR USE IN MEDICAL PROCE- 
DURES (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


SN 76-027,027. MARSAM PHARMACEUTICALS, INC., CHERRY 
HILL, NJ. FILED 4-17-2000. 


MARSAM 


FOR PHARMACEUTICALS, NAMELY, ANTIHYPERTENSIVES, 
ANTICOAGULANTS, ANTIANEMIA PREPARATIONS, PREP- 
ARATIONS FOR USE IN SYMPTOMATIC TREATMENT OF MY- 
ASTHENIA GRAVIS (US. CLS. 6, 18, 44, 46, 51 AND 52). 
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SN 76-050,675. MURPHY DENTAL SUPPLY COMPANY, INC., 
BIGFORK, MT. FILED 5-17-2000. 


OXY WHITE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“WHITE’’, APART FROM THE MARK AS SHOWN. 

FOR TOOTH BLEACHING PREPARATIONS (U.S. CLS. 6, 18, 
44, 46, 51 AND 52). 


SN 76-062,615. HELD, ROBERT F., 
6-5-2000. 


DEFIANCE, MO. FILED 


CABRIZ 


FOR AIR FRESHENER THAT APPLIES DIRECTLY TO AN 
AIR VENT REGISTER (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


SN 78-003,514. STRATUS PHARMACEUTICALS INC, MIAMI, 
FL. FILED 4-11-2000. 


PEVIDERM 


FOR PHARMACEUTICAL PREPARATION; NAMELY, A DER- 
MATOLOGICAL WOUND CARE TREATMENT (U.S. CLS. 6, 18, 
44, 46, 51 AND 52). 


SN 78-004,830. ROEX, INC., IRVINE, CA. FILED 4-19-2000. 


PRO-X NUTRACEUTICALS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 


*“*NUTRACEUTICALS”, APART FROM THE MARK AS SHOWN. 
FOR DIETARY AND NUTRITIONAL SUPPLEMENTS (U.S. 
CLS. 6, 18, 44, 46, 51 AND 52) 


CLASS 6—METAL GOODS 


SN 75-284,499. GLOBAL ONE COMMUNICATIONS WORLD 
1070 AP AMSTERDAM, NETHERLANDS, 


HOLDING B.V., 
FILED 5-1-1997. 


OWNER OF U.S. REG. NO. 2,166,797. 


FOR KEY CHAIN, MADE OF METAL (U.S. CLS. 2, 12, 13, 


14, 23, 25 AND 50). 
FIRST USE 2-1-1996; IN COMMERCE 2-1-1996. 
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SN 75-494,871. METAL BUILDING COMPONENTS, L.P., HOUS- 
TON, TX. BY CHANGE OF NAME MBCI OPERATING, L.P., 
HOUSTON, TX. FILED 6-2-1998. 


3/4”? HIGH RIB 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“3/4"" AND “RIB”, APART FROM THE MARK AS SHOWN. 

SEC. 2(F). 

FOR OVERLAPPING METAL ROOF AND WALL PANELS 
HELD TO THE SUBSTRUCTURE BY EXPOSED FASTENERS 
(U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50). 

FIRST USE 12-31-1980; IN COMMERCE 12-31-1980 


SN 75-552,730. CHIN WELL FASTENERS CO. SDN. BHD, 
PENANG, MALAYSIA, FILED 9-14-1998. 


CW 


OWNER OF U.S. REG. NO. 1,835,992. 

FOR METAL FASTENERS, NAMELY, BOLTS AND NUTS (USS. 
CLS. 2, 12, 13, 14, 23, 25 AND 50). 

FIRST USE 3-29-1993; IN COMMERCE 3-29-1993. 


SN 75-691,690. AMERICAN VALVE CORPORATION, GREENS- 
BORO, NC. FILED 4-27-1999. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**SERIES’’, APART FROM THE MARK AS SHOWN. 

FOR MANUALLY-OPERATED METAL BALL VALVES FOR 
COMMERCIAL OR INDUSTRIAL USE (U.S. CLS. 2, 12, 13, 14, 
23, 25 AND 50). 

FIRST USE 1-1-1996; IN COMMERCE 2-27-1996. 
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SN 75-836,222. GS METALS CORP., PINCKNEYVILLE, IL. 
FILED 10-29-1999. 


SAFETY FOR EVERY WALK 
OF LIFE 


FOR METAL GRATINGS, STAIR TREADS, LADDER RUNGS, 
WALKWAYS, FLOORING, PLANKING AND SCAFFOLDING; 
METAL FASTENERS, NAMELY, NUTS, BOLTS, SCREWS, AN- 
CHOR PLATES, WASHERS, CLIPS AND CLAMPS; METAL EX- 
TENSION PIECES, NAMELY, CONDUITS, CONDUCTORS AND 
CONNECTORS (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50). 

FIRST USE 6-1-1998; IN COMMERCE 6-1-1998. 


SN 75-836,223. GS METALS CORP., PINCKNEYVILLE, IL. 
FILED 10-29-1999. 


FLEXIBLE SYSTEMS * 
FLEXIBLE SOLUTIONS 


FOR WIRE MESH SUPPORTING STRUCTURES FOR CABLES, 
WIRES, PIPES AND OTHER CONDUITS AND CONDUCTORS, 
AND CONNECTORS (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50). 

FIRST USE 6-1-1998; IN COMMERCE 6-1-1998. 
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SN 75-850,881. CULBERSON, SARAH, TRINIDAD, CA. FILED 
11-18-1999. 


ory 2%, 


COPPER HERB FAIRIES. PLANT DEVAS & WHDMSICAL SPRITES 


SHADOW CASTERS FOR THE GARDEN & ALTAR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“COPPER HERB FAIRIES, PLANT DEVAS & WHIMSICAL 
SPRITES SHADOW CASTERS FOR THE GARDEN & ALTAR”, 
APART FROM THE MARK AS SHOWN. 

THE LINING IS A FEATURE OF THE MARK AND DOES 
NOT INDICATE COLOR. 

FOR SCULPTURES MADE OF COPPER FOR THE GARDEN 
AND ALTAR IN THE FORM OF HERB FAIRIES (U.S. CLS. 
2, 12, 13, 14, 23, 25 AND 50). 

FIRST USE 9-22-1999; IN COMMERCE 9-22-1999. 


SN 75-856,751. 
11-23-1999. 


DELLINGER, LOY, DENVER, NC. FILED 


HYDRO SKIRT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
““SKIRT’’, APART FROM THE MARK AS SHOWN. 

FOR FITTED DECORATIVE AND PROTECTIVE PLASTIC 
WRAP, NAMELY, SKIRTING, FOR FLOATING METAL DOCKS, 
DECKS, AND PIERS (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50). 

FIRST USE 5-17-1997; IN COMMERCE 5-17-1997. 


SN 75-878,994. PERRY EQUIPMENT CORPORATION, MINERAL 
WELLS, TX. FILED 12-27-1999. 


PECO INTERLOCK 
CLOSURE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“INTERLOCK CLOSURE”, APART FROM THE MARK AS 
SHOWN. 

FOR METAL MECHANICAL CLOSURE DEVICES FOR ME- 
TALLIC VESSELS, NAMELY, A MOVABLE STRUCTURE FOR 
OPENING OR CLOSING THE ENTRANCE TO THE VESSEL AND 
SEALING THE OPENING FOR PRESSURE OR VACUUM APPLI- 
CATIONS (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50). 
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SN 75-889,026. DOFASCO, INC., HAMILTON, ONTARIO, CAN- 
ADA, FILED 1-6-2000. 


ZYPLEX 


FOR LAMINATES, PRIMARILY OF METAL HAVING A NON- 
METAL CORE FOR USE IN FORMING STRUCTURAL WALLS, 
PARTITIONS AND FORMED PARTS (U.S. CLS. 2, 12, 13, 14, 
23, 25 AND 50). 


SN 75-889,125. DOFASCO, INC., HAMILTON, ONTARIO, CAN- 
ADA, FILED 1-6-2000. 


ae 
= 
Eas 


THE MARK CONSISTS IN PART OF THE DESIGN OF A 
BLOCK HAVING AN ELLIPTICAL CURVE INTERSECTED BY 
TWO PARALLEL HORIZONTAL LINES. 

FOR LAMINATES, PRIMARILY OF METAL HAVING A NON- 
METAL CORE FOR USE IN FORMING STRUCTURAL WALLS, 
PARTITIONS AND FORMED PARTS (U.S. CLS. 2, 12, 13, 14, 
23, 25 AND 50). 


SN 75-916,990. WOODSTOCK INTERNATIONAL, 
LINGHAM, WA. FILED 2-10-2000. 


INC., BEL- 


SHOP FOX 


OWNER OF U.S. REG. NOS. 
2,083,868. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**SHOP”’, APART FROM THE MARK AS SHOWN. 

FOR METAL GOODS, NAMELY, CLAMPS AND BAR CLAMPS 
(U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50). 

FIRST USE 11-0-1999; IN COMMERCE 11-0-1999. 


1,941,413, 1,941,416 AND 


SN 76-015,378. NATHAN, GAY T., SANTA FE, NM. FILED 
4-3-2000. 


THE GRATEST 


FOR FIREPLACE FIRESTARTER METAL GRATES TO BE 
PLACED UNDER THE ORDINARY FIREPLACE GRATES TO 
PROVIDE AIR CIRCULATION UNDER THE FIRESTARTER MA- 
TERIALS (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50). 

FIRST USE 11-29-1999; IN COMMERCE 12-13-1999. 
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SN 76-039,224. COMPONENTS FOR 
MUNDELEIN, IL. FILED 5-2-2000. 


INDUSTRY, _ INC., 


QUALIFORM 


FOR METAL FASTENERS, NAMELY SCREWS, BOLTS, NUTS, 
WASHERS, PINS, CLIPS AND CLAMPS (U.S. CLS. 2, 12, 13, 
14, 23, 25 AND 50). 

FIRST USE 4-0-1999; IN COMMERCE 4-0-1999 


SN 76-043,180. LAMONS METAL GASKET CO., HOUSTON, TX. 
FILED 5-8-2000. 


KAMMPRO 


FOR GASKETS, MADE PRIMARILY OF METAL, FOR USE 
IN PIPE JOINTS AND VALVE AND PIPE JOINTS (U.S. CLS. 
2, 12, 13, 14, 23, 25 AND 50). 

FIRST USE 4-24-1998, IN COMMERCE 4-24-1998. 


SN 76-060,899. FORT WAYNE METALS RESEARCH PRODUCTS 
CORP, FORT WAYNE, IN. FILED 5-30-2000. 


DBS 


FOR METAL WIRE (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 
50). 
FIRST USE 0-0-1965; IN COMMERCE 0-0-1965. 


SN 76-062,004. FLUID SEALING PRODUCTS, INC., HOUSTON, 
TX. FILED 6-2-2000. 


FP 


FOR METAL STUDS, BOLTS, AND NUTS (U.S. CLS. 2, 12, 
13, 14, 23, 25 AND 50). 


CLASS 7—MACHINERY 


SN 75-544,402. BRECONCHERRY LIMITED, LEDBURY, HERE- 
FORDSHIRE, HR8 2DH, ENGLAND, FILED 8-28-1998. 


TURBODISC 


FOR MACHINES USED IN INDUSTRY FOR CLEANING AND 
WASHING TANKS, IN PARTICULAR THE INSIDE SURFACES 
AND INTERNAL FITTINGS OF PROCESS AND STORAGE 
TANKS AND PARTS THEREFORE (U.S. CLS. 13, 19, 21, 23, 
31, 34 AND 35). 
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SN 75-603.959. BG 300, 
12-11-1998 


INC., DAHLONEGA, GA. FILED 


KING DEMON 


OWNER OF U.S. REG. NO. 2,368,810. 

FOR CARBURETORS FOR HIGH PERFORMANCE INTERNAL 
COMBUSTION ENGINES (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 
35). 


SN 75-603,960. BG 300, 
12-11-1998. 


INC., DAHLONEGA, GA. FILED 


RACE DEMON 


OWNER OF U.S. REG. NO. 2,368,810. 

FOR CARBURETORS FOR HIGH PERFORMANCE INTERNAL 
COMBUSTION ENGINES (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 
35). 


SN 75-608,288. FPG ACQUISITION COMPANY, GREENSBORO, 
NC. BY ASSIGNMENT; BY ASSIGNMENT PUROLATOR 
PRODUCTS COMPANY, TULSA, OK. FILED 12-22-1998. 


POROBON 


FOR REPLACEMENT PARTS FOR OIL FILTERS, NAMELY, 
FILTER CARTRIDGES CONTAINING FILTERING MEDIA FOR 
MOTORS AND ENGINES (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 
35). 


SN 75-614,166. ORECK HOLDINGS, LLC, CHEYENNE, WY. 
FILED 12-29-1998. 


POWER BRUSH 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**BRUSH”’, APART FROM THE MARK AS SHOWN. 

FOR HAND-HELD VACUUM CLEANERS (U.S. CLS. 13, 19, 
21, 23, 31, 34 AND 35). 

FIRST USE 12-0-1990; IN COMMERCE 12-0-1990. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 75-623,559. ZENAR CORPORATION, OAK CREEK, WI. 
FILED 1-19-1999. 


ZENAR 


SEC. 2(F). 

FOR OVERHEAD CRANES, OVERHEAD CRANE COMPO- 
NENTS, NAMELY, AXLES FOR TROLLEY OR BRIDGE APPLI- 
CATIONS, AXLE BEARING HOUSINGS, SHOE BRAKES, 
BRAKE WHEELS, COUPLINGS, DRUMS, GEARS, HOOKS, 
SHEAVES, WHEELS, AND REMOTE RADIO CONTROLS USED 
TO OPERATE CRANES; AS SOLD AS A UNIT; OVERHEAD 
CRANE ACCESSORIES, NAMELY, MAGNETIC LIFTING SYS- 
TEMS, COMPRISED OF BATTERY POWERED MAGNETS USED 
TO LIFT STEEL, LIFTING BEAMS, HOOK BEAMS, PALLET 
LIFTERS. BALANCED **C’’ HOOKS, AND COIL GRABS, NAME- 
LY, OVERHEAD CRANE ATTACHMENTS USED TO LIFT 
ROLLED STEEL; AND HOISTS (U.S. CLS. 13, 19, 21, 23, 31, 
34 AND 35). 

FIRST USE 12-S—1972; IN COMMERCE 12-5-1972. 


SN 75-645,936. SCHAFFNER MANUFACTURING COMPANY, 
INC, PITTSBURGH, PA. FILED 2-19-1999. 


GREEN EXTRA LIFE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**GREEN’’, APART FROM THE MARK AS SHOWN. 

SEC. 2(F). 

FOR BUFFING WHEELS FOR USE WITH POWER-OPERATED 
MACHINES FOR BUFFING, POLISHING AND FINISHING 
METAL AND NON-METAL PRODUCTS (U.S. CLS. 13, 19, 21, 
23, 31, 34 AND 35). 

FIRST USE 12-31-1959; IN COMMERCE 12-31-1959. 


SN 75-803,302. CONTRA JET WATER JET PROPULSION SYS- 
TEMS NZ LTD., DUNEDIN, NEW ZEALAND, FILED 
9-20-1999. 


CONTRAJET 


FOR BOAT ENGINES, NAMELY, WATER JET PROPULSION 
UNITS FOR WATER CRAFT (U.S. CLS. 13, 19, 21, 23, 31, 34 
AND 35). 


SN 75-806,982. R.P.S. CORPORATION, 
9-23-1999. 


RACINE, WI. FILED 


TOMCAT 


OWNER OF U.S. REG. NOS. 1,756,471 AND 2,049,897. 

FOR MOBILE FLOOR CLEANING MACHINES FOR INDUS- 
TRIAL AND COMMERCIAL USE, NAMELY SCRUBBERS AND 
SWEEPERS (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 
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SN 75-819,358 
10-12-1999. 


PCC OLOFSSON, LANSING, MI. FILED 


REVOLUTION 


FOR MACHINE TOOLS, NAMELY, CNC TURNING CENTERS, 
BORING MACHINES, MILLING MACHINES, GRINDING MA- 
CHINES, DRILLING MACHINES, AND LATHES (U.S. CLS. 13, 
19, 21, 23, 31, 34 AND 35). 


SN 75-823,518. FLAWLESS, INC., WILLMAR, MN. 
10-15-1999. 


FILED 


THE HOT ROD 
CONVERTIBLE 


FOR FOAM PAD CLEANING/REFINISHING MACHINES AND 
COLLAPSIBLE SUPPORT STANDS THEREFORE, SOLD AS A 
UNIT (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 


SN 75-824,811. MULLER MARTINI CORP., USA, HAUPPAUGE, 
NY. FILED 10-18-1999. 


ACURA Perfect Binder 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**BINDER"’, APART FROM THE MARK AS SHOWN. 

FOR BOOK, MAGAZINE AND PERIODICAL BINDING MA- 
CHINES (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 


SN 75-844,003. PILECO, INC., HOUSTON, TX. FILED 11-9-1999. 


D62 


SEC. 2(F). 
FOR PILE HAMMERS (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 


). 
FIRST USE |-1-1977; IN COMMERCE 1-1-1977 


SN 75-844,058. PILECO, INC., HOUSTON, TX. FILED 11-9-1999. 


D30 


SEC. 2(F). 

FOR PILE HAMMERS (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 
35). 
FIRST USE 1-1-1968; IN COMMERCE 1-1-1968. 
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SN 75-844,060. PILECO, INC., HOUSTON, TX. FILED 11-9-1999. 


D44 


SEC. 2(F). 

FOR PILE HAMMERS (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 
35). 
FIRST USE 1-1-1968; IN COMMERCE 1-1-1968. 


SN 75-844,157. PILECO, INC., HOUSTON, TX. FILED 11-9-1999. 


D25 


SEC. 2(F). 

FOR PILE HAMMERS (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 
35). 
FIRST USE 1-1-1986; IN COMMERCE 1-1-1986. 


SN 75-844,160. PILECO, INC., HOUSTON, TX. FILED 11-9-1999. 


D6 


SEC. 2(F). 

FOR PILE HAMMERS (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 
35). 
FIRST USE 1-1-1989; IN COMMERCE 1-1-1989. 


SN 75-844,826. PILECO, INC., HOUSTON, TX. FILED 11-9-1999. 


D80 


SEC. 2(F). 
FOR PILE HAMMERS (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 


35). 
FIRST USE 1-1-1981; INCOMMERCE 1I-1-1981. 


SN 75-844,872. PILECO, INC., HOUSTON, TX. FILED 11-9-—1999. 


D 


SEC. 2(F). 
FOR PILE HAMMERS (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 


5). 
FIRST USE 1-1-1956; IN COMMERCE 1-1-1956. 
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SN 75-844,895. PILECO, INC., HOUSTON, TX. FILED 11-9-1999. 


D36 


SEC. 2(F). 

FOR PILE HAMMERS (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 
35). 

FIRST USE 1-1-1973; IN COMMERCE 1-1-1973. 


SN 75-845,707. PILECO, INC., HOUSTON, TX. FILED 11-9-1999. 


D8 


SEC. 2(F). 

FOR PILE HAMMERS (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 
35). 

FIRST USE 1-1-1980; IN COMMERCE 1-1-1980. 


SN 75-857,285. HABASIT AG, 4153 REINACH, SWITZERLAND, 
FILED 11-24-1999. 








habasit By 





OWNER OF SWITZERLAND REG. NO. 317322, 
10-20-1999, EXPIRES 10-20-2009. 

FOR MACHINES AND MACHINE PARTS IN THE NATURE 
OF MACHINE DRIVING ELEMENTS, NAMELY, V-BELTS, FLAT 
BELTS, TANGENTIAL BELTS, ROUND BELTS, MODULAR 
BELTS, SEAMLESS BELTS, SPINDLE TAPES, THREAD CAR- 
RIER BELTS; CONVEYING ELEMENTS, NAMELY CONVEYOR 
BELTS, MACHINE TAPES AND PROFILES; MACHINES FOR 
PROCESSING SYNTHETIC MATERIALS, NAMELY, CUTTERS, 
JOINERS, PRESSES AND SKIVING MACHINES (U.S. CLS. 13, 
19, 21, 23, 31, 34 AND 35). 


DATED 


SN 75-877.388. EMHART GLASS S.A., SWITZERLAND, FILED 
12-21-1999, 


VERSACAM 


FOR GLASS CONTAINER FORMING MACHINES (U.S. CLS. 
13, 19, 21, 23, 31, 34 AND 35). 
FIRST USE 12-30-1998; IN COMMERCE 12-30-1998. 
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SN 75-882,128. HICKS, JOSEPH D., FISHERVILLE, KY. FILED 
12-29-1999. 


WHIRLWIND 


FOR RADIAL AND GAS TURBINE ENGINES NOT FOR LAND 
VEHICLES, AND RADIAL AND GAS TURBINE ENGINES FOR 
MACHINES (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 


SN 75-883,572. ELITE MANUFACTURING CORPORATION, DE- 
CATUR, AR. FILED 12-30-1999. 


HOT STUFF HOT WATER 
PRESSURE WASHER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*““HOT WATER PRESSURE WASHER", APART FROM THE 
MARK AS SHOWN. 

FOR PRESSURE WASHING MACHINES (U.S. CLS. 13, 19, 21, 
23, 31, 34 AND 35). 

FIRST USE 10-0-1999; IN COMMERCE 10-0-1999. 


SN 75-884,735. BENTON GRAPHICS, INC., TRENTON, NJ. 
FILED 1-3-2000. 





CO 


EXCLUSIVE 

















NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
‘DOCTOR BLADES”’, ‘‘EXCLUSIVE’’ AND *‘STEEL’’, APART 
FROM THE MARK AS SHOWN. 

FOR MACHINE PARTS, NAMELY, DOCTOR BLADES OF 
STEEL OR PRIMARILY OF STEEL FOR GRAVURE, FLEXO- 
GRAPHIC AND PAD PRINTING PRESSES (U.S. CLS. 13, 19, 
21, 23, 31, 34 AND 35). 


SN 75-890,605. GEORGE KOCH SONS, LLC., EVANSVILLE, IN. 
FILED 1-6-2000. 


KOCH COMPACTCOAT 


FOR MODULAR ELECTROCOATING MACHINES; MODULAR 
COATING MACHINES UTILIZING THE COATING PROCESSES 
OF COATING, DIPPING OR FLUIDIZED BEDS (U.S. CLS. 13, 
19, 21, 23, 31, 34 AND 35). 
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SN 75-902,906. SOLIDICA INC., 
1-25-2000. 


ANN ARBOR, MI. FILED 


SOLIDICA 


FOR MACHINES, NAMELY ADDITIVE-METAL FABRICA- 
TION MACHINES FOR RAPID PROTOTYPING OF COMPO- 
NENTS, TOOLS AND DIES FOR INDUSTRIAL MANUFAC- 
TURING (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 


SN 75-922,177. CENTURY DRILL & TOOL CO., INC., GREEN 
BAY, WI. FILED 2-16-2000. 


SHARK TOOTH 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“*TOOTH"’, APART FROM THE MARK AS SHOWN. 

FOR POWER OPERATED HOLE SAWS AND HOLE SAW KITS 
CONTAINING HOLE SAWS AND ADAPTORS; AND DOOR 
LOCK KITS FOR POWER OPERATED SAWS CONTAINING 
HOLE SAWS AND ADAPTORS (U.S. CLS. 13, 19, 21, 23, 31, 
34 AND 35) 

FIRST USE 10-14-1994; IN COMMERCE 10-14-1994. 


SN 75-939,342. FREEMAN, RICHARD, DBA CONN AND CO. 
L.L.C., WARREN, PA. FILED 3-9-2000 


CONN BLADE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**BLADE"’, APART FROM THE MARK AS SHOWN. 

SEC. 2(F) 

FOR CUTTING AND MIXING BLADES AND STIRRERS FOR 
USE WITH POWER OPERATED MIXING MACHINES (U.S. CLS. 
13, 19, 21, 23, 31, 34 AND 35) 

FIRST USE 3-18-1985; IN COMMERCE 3-18-1985 


SN 75-960,805. LEWIS, WILLIAM J., JR.. DBA CYTECH, WICH- 
ITA, KS. FILED 3-17-2000 


Double? Park 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**PARK’’, APART FROM THE MARK AS SHOWN 

FOR POWER OPERATED MECHANICAL AUTOMOBILE LIFT 
FOR THE CONSUMER (US. CLS. 13, 19, 21, 23, 31, 34 AND 
35). 

FIRST USE 8-1-1995; IN COMMERCE 7-1-1996. 
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SN 76-025,854. VALIDUS INTERNATIONAL COMPANY, L.L.C., 
DALLAS, TX. FILED 4-11-2000. 


DIRECTIONAL SOLUTION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**DIRECTIONAL”’, APART FROM THE MARK AS SHOWN. 

FOR DRILLING MACHINES (U.S. CLS. 13, 19, 21, 23, 31, 
34 AND 35). 


SN 76-026,677. KOENIG & BAUER AKTIENGESELLSCHAFT, 
97080 WARBURG, FED REP GERMANY, FILED 4-14-2000. 


KBA COMMANDER 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FED REP GER- 
MANY APPLICATION NO. 39964148.3, FILED 10-15-1999, REG. 
NO. 39964148, DATED 11-16-1999, EXPIRES 10-31-2009. 

OWNER OF U.S. REG. NO. 1,389,718. 

FOR PRINTING PRESSES (U.S. CLS. 13, 19, 21, 23, 31, 34 
AND 35). 


SN 76-027,133. BAE AUTOMATED 
CARROLLTON, TX. FILED 4-17-2000. 


MAGNASGRT 


® 


FOR STEEL BAGGAGE-HANDLING CONVEYOR MODULES, 
PRIMARILY RECTANGULAR IN SHAPE AND IN VARIOUS OF 
SIZES, THAT ARE CONNECTED TO EACH OTHER SEQUEN- 
TIALLY TO FORM A BAGGAGE-HANDLING SYSTEM FOR USE 
IN AIRPORTS (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 


SYSTEMS, _ INC., 


SN 76-037,216. ROBOTIC PARKING, 
FILED 4-28-2000. 


INC., LEETONIA, OH. 


E-GARAGE 


FOR POWER-OPERATED LIFTS AND CONVEYORS FOR 
AUTOMATED PARKING, STORAGE AND RETRIEVAL OF 
LAND VEHICLES (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 


SN 76-041,669. FINISH THOMPSON INC., ERIE, PA. FILED 
5-5-2000. 


ULTRACHEM 


FOR MAGNETICALLY DRIVEN CENTRIFUGAL PUMPS (U.S. 
CLS. 13, 19, 21, 23, 31, 34 AND 35). 
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SN 76-047,126. ESPRITEC LLC, EVERGREEN, CO. FILED 
5-15-2000. 


ESPRITEC 


FOR PACKAGING MACHINES (U.S. CLS. 13, 19, 21, 23, 31, 
34 AND 35). 
FIRST USE 10-10-1997; IN COMMERCE 10-10-1997. 


SN 76-052,319. DOLDER, ALIXANDRA L., SEATTLE, WA. 
FILED 5-18-2000. 


VACUPACK 


FOR RESIDENTIAL COUNTER-TOP AIR EXTRACTION MA- 
CHINES FOR PACKAGING FOOD AND OTHER OXYGEN SEN- 
SITIVE MATERIALS (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 

FIRST USE 5-8-1995; IN COMMERCE 1-8-1999. 


SN 76-053,831. VERMEER MANUFACTURING COMPANY, 
PELLA, IA. FILED 5-22-2000. 


TERRAFIRE 


FOR EARTH MOVING MACHINES, NAMELY RUBBER TIRED 
TRENCHERS, WITH MULTIPLE ATTACHMENTS, NAMELY, 
BACKHOES, PLOWS, ROCK WHEELS, BACKFILL BLADES, 
REEL CARRIERS, AND STRUCTURAL PARTS THERFOR; BOR- 
ING MACHINES (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 


SN 76-055,272. ANVIL IRON WORKS, INC., SALISBURY, NC. 
FILED 5-24-2000. 


BRIXCHUCKER 


FOR BRICK MAKING MACHINE (U.S. CLS. 13, 19, 21, 23, 
31, 34 AND 35). 


SN 76-055,286. SWISS CLEAN, INC., GRAND RAPIDS, MI. 
FILED 5-24-2000. 


DAISY 


FOR CLEANING AND POLISHING PADS FOR FLOOR- 
CLEANING AND POLISHING MACHINES (U.S. CLS. 13, 19, 21, 
23, 31, 34 AND 35). 

FIRST USE 11-3-1997; IN COMMERCE 11-3-1997. 
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SN 76-055,662. PERRY EQUIPMENT CORPORATION, MINERAL 
WELLS, TX. FILED 5-24-2000. 


PURASEP 


FOR FILTER-SEPARATOR UNITS FOR SEPARATING LIQUID 
FROM GAS IN GAS TRANSMISSION LINES, REFINERIES, AND 
RELATED INDUSTRIAL APPLICATIONS (U.S. CLS. 13, 19, 21, 
23, 31, 34 AND 35). 


CLASS 8—HAND TOOLS 


SN 75-824,323. MURPHY, LARRY K., CORPUS CHRISTI, TX. 
FILED 10-15-1999. 


DIAL-A-WRENCH 


FOR HAND TOOLS, NAMELY WRENCHES (U.S. CLS. 23, 28 
AND 44). 


SN 75-842,718. SECOND ABRASIVE WHEEL FACTORY’S 
SHENZHEN ASSOCIATED CO., LTD., THE, SHENZHEN, 
CHINA, FILED 11-8-1999. 


LNA 


THE MARK CONSISTS OF THE TERM ‘“*SAWA”’ IN STYL- 
IZED LETTERING, ACCOMPANIED BY TWO STYLIZED ARCS. 

FOR MANUALLY OPERATED HAND TOOLS, NAMELY, 
GRINDING WHEELS, ABRADING WHEELS, CUT-OFF WHEELS 
AND SHARPENING WHEELS (U.S. CLS. 23, 28 AND 44). 


SN 75-854,369. EMSCO INC., DBA EMSCO GROUP, GIRARD, 
PA. FILED 11-22-1999. 


MEGA DOZER 


OWNER OF U.S. REG. NO. 1,547,096. 

FOR HAND TOOLS, NAMELY SHOVELS (U.S. CLS. 23, 28 
AND 44). 

FIRST USE 8-12-1999; IN COMMERCE 1 1-5-1999. 
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SN 76-018,314. UNITED CUTLERY, INC., 
FILED 4-5-2000. 


MOTORTECH 


OWNER OF U.S. REG. NO. 2,367,248. 

FOR CUTLERY, NAMELY POCKET KNIVES, UTILITY 
KNIVES, AND SPORT KNIVES; HAND TOOLS, NAMELY, 
PLIERS, SCREWDRIVERS, AND MULTIPLE FUNCTION FOLD- 
ING POCKET TOOLS (U.S. CLS. 23, 28 AND 44). 


SEVIERVILLE, TN. 


SN 76-024,845. SPURLOCK, DONALD LARRY, AVON PARK, 
FL. FILED 4-13-2000. 


BUTTON EASY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**BUTTON"’, APART FROM THE MARK AS SHOWN. 

FOR HAND TOOL FOR COUPLING BUTTONS (U.S. CLS. 23, 
28 AND 44). 

FIRST USE 5-1-1998; IN COMMERCE 12-1-1999 


SN 76-034,743. BESSEY & SOHN GMBH & CO., D - 74321 
BIETIGHEIM - BISSINGEN, FED REP GERMANY, FILED 
4-26-2000 


MAXIS 


FOR HAND TOOLS, NAMELY, HAND CLAMPS AND BENCH- 
MOUNTED CLAMPS FOR METAL AND WOOD (USS. CLS. 23, 
28 AND 44) 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


SN 75-109,216. INTERDIGITAL COMMUNICATIONS CORPORA- 
TION, KING OF PRUSSIA, PA. FILED 5-24-1996. 


TRUELINK 


FOR WIRELESS AND DIGITAL TELECOMMUNICATIONS 
SYSTEMS NOT FOR SALE DIRECTLY TO CONSUMERS COM- 
PRISED OF BASE STATIONS, REMOTE SUBSCRIBER UNITS, 
RADIO CARRIERS STATIONS AND REMOTE MODULAR CLUS- 
TER UNITS; WIRELESS AND DIGITAL TELECOMMUNI- 
CATIONS EQUIPMENT, NAMELY, PORTABLE AND STA- 
TIONARY RADIOTELEPHONES, ENCODERS. DECORDERS, 
MODULATORS, DEMODULATORS, TELEPHONE LINE CON- 
NECTORS, TELEPHONE SWITCHING TERMINALS, RADIO 
CORRELATORS, SYNCHRONIZATION APPARATUS FOR WIRE- 
LESS AND DIGITAL COMMUNICATION, RADIO TRANSMIT- 
TERS, RADIO RECEIVERS, TELEPHONE SWITCHES, TELE- 
PHONE HEADSETS, ANTENNAS, COMPUTER PROCESSORS 
AND WIRELESS REMOTE TELEPHONE UNITS; RADIO- 
TELEPHONE ACCESSORIES, NAMELY, BATTERIES, MICRO- 
PHONES AND SPEAKERS (U.S. CLS. 21, 23, 26, 36 AND 38). 
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SN 75-335,199. LANDIS & GYR COMMUNICATIONS SA, 1211 
GENF 2, SWITZERLAND, FILED 8-4-1997. 


MOBIX 


PRIORITY CLAIMED UNDER SEC. 44(D) ON SWITZERLAND 
APPLICATION NO. 02085/1997, FILED 3-14-1997, REG. NO. 
444335, DATED 3-14-1997, EXPIRES 3-14-2007. 

FOR DATA PROCESSORS, COMPUTERS, COMPUTER INTER- 
FACE BOARDS, ELECTRONIC CARD READERS, HANDHELD 
TERMINALS AND SOFTWARE, ALL FOR OFF-LINE TRANS- 
FERRING AND PROCESSING OF DATA RELATED TO ELEC- 
TRONIC MONEY, TERMINAL PARAMETERS AND SOFTWARE 
BETWEEN A POINT OF SALE AND A COMPUTING DEVICE 
(U.S. CLS. 21, 23, 26, 36 AND 38) 


SN 75-422,594. CLAIRVOYANT SOFTWARE INC., SUNNYVALE, 
CA. FILED 1-23-1998. 


CLAIRVOYANT 


FOR COMPUTER SOFTWARE FOR USE IN PROJECTING RE- 
SOURCE SATURATION LEVELS OF NETWORKS, AND IN 
MANAGING AND PLANNING THE USER CAPACITY OF BUSI- 
NESSES’ ONLINE SERVICE NETWORKS; NAMELY, MONI- 
TORING THE STATUS AND AVAILABLE USER CAPACITY OF 
A BUSINESS’ ONLINE COMMUNICATIONS NETWORKS IN- 
CLUDING BANDWIDTH, REMOTE ACCESS SERVERS, DSL 
LINES, ROUTERS AND SWITCHES (U.S. CLS. 21, 23, 26, 36 
AND 38). 


SN 75-429,364. ADELINE RECORDS, OAKLAND, CA. FILED 
2-5-1998. 


ADELINE RECORDS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**RECORDS"’, APART FROM THE MARK AS SHOWN. 

FOR MUSICAL SOUND RECORDINGS AND MUSICAL 
AUDIOVISUAL RECORDINGS (U.S. CLS. 21, 23, 26, 36 AND 
38). 


SN 75-447,685. INTERCOM, INC., TAITOU-KU, TOKYO, JAPAN, 
FILED 3-10-1998. 


LIVE EXPRESS 


PRIORITY CLAIMED UNDER SEC. 44(D) ON JAPAN APPLI- 
CATION NO. 10-7365, FILED 1-30-1998, REG. NO. 4276777, 
DATED 5-28-1999, EXPIRES 5-28-2009. 

FOR COMPUTER SOFTWARE FOR SENDING AND RECEIV- 
ING VIDEO IMAGES AND SOUNDS VIA COMPUTER COMMU- 
NICATIONS, NAMELY, E-MAIL (U.S. CLS. 21, 23, 26, 36 AND 
38). 

FIRST USE 9-9-1998; IN COMMERCE 9-9-1998 
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SN 75-497,473. APPLIED MATERIALS, INC., SANTA CLARA, 
CA. FILED 5-27-1998 


STADIA 


FOR SEMICONDUCTOR WAFER PROCESSING EQUIPMENT 
AND COMPONENTS; NAMELY; EPITAXIAL REACTORS; 
CHEMICAL VAPOR DEPOSITION REACTORS, PHYSICAL 
VAPOR DEPOSITION REACTORS, PLASMA ETCHERS, ION IM- 
PLANTERS AND CHEMICAL MECHANICAL POLISHERS (U.S. 
CLS. 21, 23, 26, 36 AND 38). 


SN 75-502,688. INTELLIGENT COMPUTER SOLUTIONS, INC., 
CHATSWORTH, CA. FILED 6-15-1998. 


KEEPSAFE 


FOR COMPUTER SOFTWARE WHICH SAVES WORK STA- 
TION DATA FILES BEFORE DEPLOYMENT AND AUTOMATI- 
CALLY RESTORES THEM AFTERWARDS (U.S. CLS. 21, 23, 
26, 36 AND 38). 


SN 75-505,140. IMAGING TECHNOLOGY CORPORATION, HUD- 
SON, MA. FILED 6-19-1998. 


GING 
OLOGY 
RPORATION 














NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“IMAGING TECHNOLOGY CORPORATION”, APART FROM 
THE MARK AS SHOWN. 

FOR COMPUTER SOFTWARE FOR PERSONAL IDENTIFICA- 
TION PURPOSES, NAMELY, FOR USE IN PRODUCING PER- 
SONAL IDENTIFICATION CARDS (U.S. CLS. 21, 23, 26, 36 AND 


FIRST USE 3-20-1998; IN COMMERCE 3-20-1998. 


SN 75-529,029. QUANTUM VISION, INC., 
CA. FILED 7-30-1998. 


MOUNTAIN VIEW, 





FOR THIN FILM RESONANT MICROCAVITY TRANSDUCERS 
DESIGNED TO BE THE SOURCE OF LIGHT USED IN THE 
MANUFACTURE OF PROJECTORS, TELEVISIONS, MOVIE PRO- 
JECTORS AND THE LIKE (U.S. CLS. 21, 23, 26, 36 AND 38). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 75-538,085. JPH INTERNATIONAL INC., NORTH YORK, ON- 
TARIO, CANADA, FILED 8-17-1998. 


SUITERESPONSE 


PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA AP- 
PLICATION NO. 871673, FILED 3-9-1998, REG. NO. TMAS18126, 
DATED 10-19-1999, EXPIRES 10-19-2014. 

FOR INFORMATION MANAGEMENT SOFTWARE FOR GOV- 
ERNMENT AND UTILITIES, NAMELY, SOFTWARE FOR 
TRACKING AND ORGANIZING CUSTOMER SERVICE INFOR- 
MATION, CUSTOMER INQUIRIES, CUSTOMER REQUESTS, 
CUSTOMER FEEDBACK, MEETINGS AND MEETING MINUTES, 
CORPORATE ORDINANCES AND BY-LAWS, UTILITY AND 
TAX BILLING, CONTACT INFORMATION AND SALES LEADS, 
EMPLOYEE TIME USAGE AND EXPENSES, BIB INFORMA- 
TION, FINANCIAL INFORMATION AND CORPORATE DOCU- 
MENTS (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 11-0-1996; IN COMMERCE 1 1-0-1996. 


SN 75-539,083. KURODA PRECISION 
KAWASAKI-SHI, KANAGAWA-KEN, 
8-19-1998. 


INDUSTRIES LTD., 
JAPAN, FILED 


NANOMETRO 


OWNER OF JAPAN REG. NO. 3116734, DATED 1-31-1996, 
EXPIRES 1-31-2006. 

FOR SURFACE MEASURING SYSTEMS, NAMELY, SURFACE 
PROFILERS AND SCATTEROMETERS OF BOTH CONTACT 
AND NON-CONTACT TYPES FOR USE IN THE MACHINERY 
AND EQUIPMENT MANUFACTURE AND ELECTRONICS AND 
SEMICONDUCTOR INDUSTRIES (U.S. CLS. 21, 23, 26, 36 AND 
38) 


SN 75-554,795. INTELLON CORPORATION, OCALA, FL. FILED 
9-18-1998. 


SSC 


FOR COMPUTER SOFTWARE FOR COMMUNICATIONS 
OVER EXISTING POWER LINES AND OVER RF LINKS WITHIN 
BUILDINGS AND VEHICLES, NAMELY, EMBEDDED COM- 
PUTER SOFTWARE OR FIRMWARE FOR USE IN ESTAB- 
LISHING AND MAINTAINING A PROTOCOL FOR COMMU- 
NICATIONS OVER RF LINKS AND EXISTING POWER LINES; 
COMPUTER HARDWARE FOR COMMUNICATIONS OVER EX- 
ISTING POWER LINES AND OVER RF LINKS WITHIN BUILD- 
INGS AND VEHICLES, NAMELY COMPUTER HARDWARE 
WHOSE FUNCTIONS ARE PACKET ASSEMBLY, CHANNEL AC- 
CESS, MODULATION AND DEMODULATION (U.S. CLS. 21, 23, 
26, 36 AND 38). 

FIRST USE 10-0-1991; IN COMMERCE 10-0-1991. 
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SN 75-583,739. HUNT, GORDON WESLEY. WINSTON-SALEM, 
NC. FILED 11-17-1998. 


HUNT CALENDARS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
CALENDARS, APART FROM THE MARK AS SHOWN. 

FOR PROVIDING TEMPORARY USE OF ON-LINE NON- 
DOWNLOADABLE SOFTWARE FOR USE IN CREATING AND 
MAINTAINING ELECTRONIC CALENDARS (U.S. CLS. 21, 23, 
26, 36 AND 38). 

FIRST USE 11-17-1998; IN COMMERCE 11-17-1998. 


SN 75-612,846. PICOM SOFTWARE SYSTEMS LTD., RAMAT 
GAN 52232, ISRAEL, FILED 12-31-1998. 


tcom 


FOR MANAGEMENT SOFTWARE FOR ANALYZING, STOR- 
ING AND RETRIEVING BUSINESS TO BUSINESS INFORMA- 
TION, PROCESSES AND TRANSACTIONS IN A CENTRAL RE- 
POSITORY TO INTEGRATE AND SYNCHRONIZE WITH CUS- 
TOMERS, PARTNERS AND SUPPLIERS WITHIN AN ORGANI- 
ZATION FOR USE BY MANAGERS AND OTHER USERS OF 
A NETWORK SYSTEM (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-613,932. NECTAR, 
12-30-1998 


LTD., HUDSONVILLE, MI. FILED 


NECTAR 


FOR AUDIO RECORDINGS, NAMELY, PRE-RECORDED COM- 
PACT DISCS, PRE-RECORDED CASSETTES, SOUND RECORD- 
INGS AND VIDEO RECORDINGS FEATURING MUSICAL COM- 
POSITIONS AND PERFORMANCES BY A MUSICAL GROUP 
(U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 8-0-1995; IN COMMERCE 1-24-1997. 


OFFICIAL GAZETTE 
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SN 75-627,086. KNOWLEDGE GROUP, THE, PATCHWAY BRIS- 
TOL BS34 STD, UNITED KINGDOM, FILED 8-17-1998. 


WIDEAWAKE 


PRIORITY CLAIMED UNDER SEC. 44(D) ON UNITED KING- 
DOM APPLICATION NO. 2158669, FILED 2-19-1998. 

FOR COMPUTER SOFTWARE TO AUTOMATE MONITORING, 
COLLECTING, AND PROCESSING OF A VARIETY OF INFOR- 
MATION AVAILABLE FROM OTHER AUTOMATED SYSTEMS 
IN THE FIELD OF REAL-TIME SYSTEMS MANAGEMENT; 
COMPUTER SOFTWARE FOR CORRELATION AND REPORT- 
ING OF MONITORED INFORMATION IN THE FIELD OF EN- 
TERPRISE MANAGEMENT (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 5-12-1998; IN COMMERCE 5-12-1998. 


SN 75-630,858. ALLEGIS CORPORATION, SAN FRANCISCO, 
CA. FILED 1-29-1999. 


THE MARK CONSISTS OF A STYLIZED LETTER *‘A”’. 

FOR COMPUTER SOFTWARE FOR USE IN CREATING, MAN- 
AGING, DISSEMINATING, VIEWING AND INTERACTING WITH 
ONLINE TEXT, GRAPHICS AND MULTIMEDIA DOCUMENTS 
AND PRINTED INSTRUCTIONAL MANUALS SOLD TOGETHER 
AS A UNIT; COMPUTER PROGRAMS, NAMELY, APPLICATION 
PROGRAMS FOR MANAGING AND AUTOMATING BUSINESS- 
TO-BUSINESS COMMUNICATIONS AND TRANSACTIONS 
THROUGH LOCAL AND GLOBAL COMMUNICATIONS NET- 
WORKS (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-636,780. DATASUL S.A., JOINVILLE, SC, BRAZIL, FILED 
2-8-1999. 


DATASUL WORLD CLASS 
BUSINESS SOLUTIONS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*““WORLD CLASS BUSINESS SOLUTIONS”’, APART FROM THE 
MARK AS SHOWN. 

FOR COMPUTER SOFTWARE FOR INTERFACING AND COM- 
MUNICATING WITH OTHER SETS OF COMPUTER PROGRAMS 
FOR USE IN THE FIELD OF ENTERPRISE RESOURCE PLAN- 
NING, ENCOMPASSING FINANCE, SALES, ORDERING, PRO- 
CUREMENT, PRODUCTION, INVENTORY CONTROL, DIS- 
TRIBUTION AND LOGISTICS, AND HUMAN RESOURCES (U.S. 
CLS. 21, 23, 26, 36 AND 38). 
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SN 75-654,745. DIRECTED TECHNOLOGIES, INC., YOUNGS- 
TOWN, OH. FILED 3-11-1999. 


MEDJUNCTION 


FOR COMPUTER SOFTWARE FOR USE IN- THE 
HEALTHCARE INDUSTRY FOR PROVIDING REFERRALS, FOR 
PROVIDING MEDICAL AUTHORIZATIONS VERIFYING ELIGI- 
BILITY, PROCESSING MEDICAL CLAIMS FROM INSURANCE 
CARRIERS TO PATIENTS, PATIENT BILLING AND RECORD- 
ING PAYMENT TO PROVIDERS (U.S. CLS. 21, 23, 26, 36 AND 


FIRST USE 12-15-1998; IN COMMERCE 1-20-1999. 


SN 75—666,073. INSCI-STATEMENTS.COM, CORP., 
WESTBOROUGH, MA. BY CHANGE OF NAME INSCI COR- 
PORATION, WESTBOROUGH, MA. FILED 3-23-1999. 


SETUP EXPERT 


FOR GRAPHICAL INTERFACE SOFTWARE AND INSTRUC- 
TION MANUALS PACKAGED THEREWITH FOR CONSTRUC- 
TION DOCUMENT ARCHIVAL APPLICATIONS (U.S. CLS. 21, 
23, 26, 36 AND 38). 

FIRST USE 2-1-1995; IN COMMERCE 2-1-1995. 


SN 75-669,278. EMPAK, INC, COLORADO SPRING, CO. FILED 
3-29-1999. 


PORT we 


Checker™ 
By EMPAK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“PORT CHECKER“ AND “‘STYLIZED REPRESENTATION OF A 
CHECK MARK"’, APART FROM THE MARK AS SHOWN 

FOR INSPECTION DEVICE USED TO CONDUCT SPECIFIC 
INSPECTIONS, NAMELY, COMPATIBILITY TESTS, TOLER- 
ANCE TESTS, ON MACHINE AND TOOL INTERFACES ON 
SEMICONDUCTOR WAFER PROCESSING EQUIPMENT AND 
WAFER CARRIERS, ALL OF WHICH ARE USED IN THE SEMI- 
CONDUCTOR MANUFACTURING INDUSTRY (U.S. CLS. 21, 23, 
26, 36 AND 38). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 75-674,865. ILIUM SOFTWARE, LLC, ANN ARBOR, MI. 
FILED 4-5-1999. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“SOFTWARE”’, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER DATABASE MANAGEMENT SOFTWARE 
FOR USE IN MANAGING PERSONAL INFORMATION AND FOR 
FINANCIAL RECORD KEEPING; COMPUTER SOFTWARE FOR 
GENERATING PHONE (DTMF) TONES; COMPUTER SOFT- 
WARE FOR CALCULATING GRATUITIES (U.S. CLS. 21, 23, 
26, 36 AND 38). 

FIRST USE 3-15-1997, IN COMMERCE 3-15-1997. 


SN 75-677,904. KONINKLIJKE PHILIPS ELECTRONICS N.V., 
EINDHOVEN, NETHERLANDS, FILED 4-8-1999. 


ja VIDEO*MAIL @ 


PRIORITY CLAIMED UNDER SEC. 44(D) ON BENELUX AP- 
PLICATION NO. 925139, FILED 10-20-1998, REG. NO. 639442, 
DATED 10-20-1998, EXPIRES 10-20-2008. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
‘*VIDEO-MAIL"’, APART FROM THE MARK AS SHOWN. 

FOR COMPUTERS AND COMPUTER PERIPHERAL APPA- 
RATUS, NAMELY, VIDEO CAMERAS AND WEB CAMERAS, 
OPTICAL SCANNERS, AND MODEMS; COMPUTER SOFTWARE 
PROGRAMS FOR USE IN TRANSMITTING, EDITING AND RE- 
CEIVING VIDEO MAIL AND EMAIL MESSAGES OVER THE 
GLOBAL COMPUTER NETWORK, FOR GENERAL USE (U.S. 
CLS. 21, 23, 26, 36 AND 38). 


SN 75-690,813. FALCON PRODUCTS, INC., ST. LOUIS, MO. 
FILED 4-26-1999. 


ADAPT 


FOR POWER STRIPS FOR CONNECTING ELECTRICAL 
PRODUCTS TO A POWER SOURCE (U.S. CLS. 21, 23, 26, 36 
AND 38). 
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SN 75-692,040. SPILCHUK, BARRY, NORTH BAY ONTARIO, 
CANADA, FILED 4-26-1999 


LET’S TALK... ABOUT 
RELATIONSHIPS 


FOR AUDIO CASSETTE TAPES AND COMPACT DISCS IN 
THE FIELD OF PERSONAL DEVELOPMENT (US. CLS. 21, 23, 
26, 36 AND 38) 


SN 75-702.172. WORKWISE SOFTWARE, INC., SEATTLE, WA. 
FILED 5—10—-1999 


BUSINESS ALERTS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**BUSINESS"*, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER SOFTWARE, NAMELY SOFTWARE TO 
MONITOR A COMPANY'S EXISTING INFORMATION SYSTEMS 
AND AUTOMATICALLY COMMUNICATES SELECTED ACTIV- 
ITY TO THE APPROPRIATE CUSTOMERS, PERSONNEL AND 
BUSINESS PARTNERS VIA E-MAIL (U.S. CLS. 21, 23, 26, 36 
AND 38) 

FIRST USE 3-22-1999, IN COMMERCE 3-22-1999 


SN 75-703.577. RACAL TRACS LIMITED, BRACKNELL, BERK- 
SHIRE RG12 IRG, ENGLAND, FILED 5-12-1999 


Tracs-8AT/C 


PRIORITY CLAIMED UNDER SEC. 44(D) ON ERPN CMNTY 
TM OFC APPLICATION NO. 1123389, FILED 3-30-1999, REG 
NO. 1123389, DATED 4-11-2000, EXPIRES 3-30-2009 

FOR MOBILE TRANSCEIVERS FOR USE IN A SATELLITE- 
BASED TRACKING AND DATA COMMUNICATIONS SYSTEM, 
AND ANTENNAS THEREFOR (U.S. CLS. 21, 23, 26, 36 AND 
38) 


SN 75-709.871 
5-20-1999 


QUIXTAR 


QUIXTAR, INC., GRAND RAPIDS, MI. FILED 





FOR COMPUTER HARDWARE AND COMPUTER PERIPH- 
ERALS AND COMPUTER E-COMMERCE SOFTWARE TO 
ALLOW USERS TO PERFORM BUSINESS TRANSACTIONS VIA 
GLOBAL COMPUTER NETWORK (U.S. CLS. 21, 23, 26, 36 AND 
38) 


GAZETTE FEB 20, 2001 
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SN 75-713,605 HELP/SYSTEMS 


MINNETONKA, MN. FILED 5-25-1999. 


INCORPORATED, 


ROBOT/SCHEDULE 


FOR COMPUTER PROGRAMS FOR AUTOMATING DATA 
PROCESSING TASKS, NAMELY, FOR HANDLING JOB RUNS 
ON COMPUTER SYSTEMS (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 4-1-1999; IN COMMERCE 4-1-1999. 


SN 75-716,217. ABB INDUSTRY OY, FIN-00381 HELSINKI, FIN- 
LAND, FILED 5-27-1999. 


LOPAKS 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FINLAND AP- 
PLICATION NO. 1199901360, FILED 4-28-1999, REG. NO. 
217312, DATED 4-14-2000, EXPIRES 4-14-2010. 

FOR POWER SEMICONDUCTOR MODULES (U.S. CLS. 21, 
23, 26, 36 AND 38). 


SN 75-716,219. ABB INDUSTRY OY, FIN-00381 HELSINKI, FIN- 
LAND, FILED 5-27-1999 


LOPAK4 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FINLAND AP- 
PLICATION NO. 1199901359, FILED 4-28-1999, REG. NO. 
217311, DATED 4-14-2000, EXPIRES 4-14-2010. 

FOR POWER SEMICONDUCTOR MODULES (U.S. CLS. 21, 
23, 26, 36 AND 38). 


SN 75-724,315. YAMAHA CORPORATION, SHIZUOKA, JAPAN, 
FILED 6-8-1999. 


THE STIPPLING IN THE DRAWING IS FOR SHADING PUR- 
POSES ONLY. 

FOR APPARATUS AND INSTRUMENTS FOR PROCESSING. 
REPRODUCING, TRANSMITTING AND RECORDING SOUND 
OR IMAGES, NAMELY STEREO COMPONENT SYSTEMS COM- 
PRISED OF RADIO BROADCASTING RECEIVERS, LOUD- 
SPEAKERS, AUDIO AMPLIFIERS, RECORDERS/PLAYERS OF 
OPTICAL DISCS, RECORDERS/PLAYERS OF MAGNETIC 
TAPES. AND GRAPHIC EQUALIZERS (U.S. CLS. 21, 23, 26, 
36 AND 38). 
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SN 75-724,713. HMS SOFTWARE INC., CONCORD, MA. FILED 
6-9-1999. 


HMS-SHOP FLOOR 
MANAGEMENT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“FLOOR MANAGEMENT", APART FROM THE MARK AS 
SHOWN. 

FOR COMPUTER SOFTWARE FOR STORAGE, MANIPULA- 
TION AND REPORTING OF DATA FOR USE IN THE FIELD 
OF MANUFACTURING EXECUTION SYSTEMS AND USER 
MANUALS SOLD AS A UNIT THEREWITH (U.S. CLS. 21, 23, 
26, 36 AND 38). 

FIRST USE 3-0-1998; IN COMMERCE 9-0-1998. 


SN 75-726,468. INVIVO CORPORATION, PLEASANTON, CA. 
FILED 6-10-1999 


QUICKTEMP 


FOR ELECTRONIC SENSOR FOR MEASURING TEMPERA- 
TURE (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-729,568. ENTEK IRD INTERNATIONAL CORPORATION, 
MILFORD, OH. FILED 6-16-1999. 


ENPAC 


FOR HAND-HELD ELECTRONIC DATA COLLECTORS AND 
DATA ANALYZERS FOR USE IN MONITORING THE CONDI- 
TION OF INDUSTRIAL EQUIPMENT (U.S. CLS. 21, 23, 26, 36 
AND 38). 


SN 75-730,137. EVISION LLC, NORTHBROOK, 
7-9-1999. 


IL. FILED 


EVE 


FOR COMPUTER SOFTWARE FOR DIGITAL MEDIA MAN- 
AGEMENT, NAMELY, FOR RETRIEVING, STORING, CATA- 
LOGING AND TRANSFERRING DIGITAL IMAGES (U.S. CLS. 
21, 23, 26, 36 AND 38). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 75-732,245. AUTOTRONIC CONTROLS CORPORATION, EL 
PASO, TX. FILED 6-18-1999. 


DIGITAL 
te 


OWNER OF U.S. REG. NO. 2,299,279. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“‘DIGITAL"’, APART FROM THE MARK AS SHOWN. 

FOR WINDOWS COMPATIBLE SOFTWARE CONTAINING A 
GRAPHICAL USER INTERFACE TO EDIT AND TRANSFER 
DATA FROM A PC TO A PROGRAMMABLE IGNITION OR 
TIMING CONTROLLER FOR IGNITION SYSTEMS (U.S. CLS. 
21, 23, 26, 36 AND 38). 

FIRST USE 5-1-1999; IN COMMERCE 6-6-1999. 


SN 75-738,357. KAY, STEPHEN R., WESTFIELD, NJ. FILED 
6-28-1999. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**FX’’, APART FROM THE MARK AS SHOWN. 

THE ENGLISH TRANSLATION OF “ALGO” IS 
THING”’. 

FOR COMPUTER SOFTWARE AND COMPUTER CHIPS CON- 
TAINING MUSICAL DATA PROCESSING ALGORITHMS FOR 
USE IN GENERATING SOUND IN THE OPERATION OF COM- 
PUTER SOUNDCARDS; FOR USE IN COMPUTERS, COMPUTER 
GAMES; FOR USE IN GENERATING MUSICAL DATA OVER 
GLOBAL COMPUTER NETWORKS AND GLOBAL COMPUTER 
NETWORK-RELATED APPLICATIONS; AND FOR USE IN 
AUDIO HARDWARE, NAMELY, MIDI FILE PLAYERS, MIDI 
PLUG-IN DEVICES, AND KAROKE PLAYBACK SYSTEMS (U.S. 
CLS. 21, 23, 26, 36 AND 38). 


**SOME- 
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SN 75-748,110. GSE SYSTEMS, INC., COLUMBIA, MD. FILED 
7-12-1999. 


D/3 Report Writer 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*““REPORT WRITER”, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER SOFTWARE FOR PROVIDING PROCESS 
CONTROL TO MANUFACTURING INDUSTRIES (U.S. CLS. 21, 
23, 26, 36 AND 38). 

FIRST USE 1-1-1995; IN COMMERCE 1-1-1995. 


SN 75-749,204. EMERSON ELECTRONIC CONNECTOR AND 
COMPONENTS COMPANY, WASECA, MN. BY CHANGE OF 
NAME JOHNSON COMPONENTS, INC., WASECA, MN. FILED 
7-13-1999 


UNI-FIT 


FOR COMPUTER HARDWARE, NAMELY, CONNECTIONS 
HARDWARE FOR DATA COMMUNICATIONS NETWORKS (U.S. 
CLS. 21, 23, 26, 36 AND 38). 


SN 75-759,383. JTECH COMMUNICATIONS, INC., BOCA 
RATON, FL. FILED 7-26-1999. 


PERFORMANCE ALERT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**PERFORMANCE”’, APART FROM THE MARK AS SHOWN. 

FOR ELECTRONIC CUSTOMER SURVEY UNITS AND SIG- 
NALERS (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE S—14—1999; IN COMMERCE 5-14-1999. 


SN 75-763,645. WK NETWORK, INC., PENNINGTON, NJ. FILED 
7-29-1999, 


WHOKNOWZ.COM 


FOR DOWNLOADABLE COMPUTER SOFTWARE FOR PRO- 
VIDING EXPERT AND PRODUCT INFORMATION REGARDING 
THE GOODS AND SERVICES OF OTHERS BY MEANS OF A 
GLOBAL COMPUTER NETWORK (U.S. CLS. 21, 23, 26, 36 AND 
38). 


OFFICIAL GAZETTE 
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SN 75-766.416. AMIGA DEVELOPMENT LLC, NORTH SIOUX 
CITY, SD. FILED 8-2-1999. 


THE STIPPLING IS A FEATURE OF THE MARK AND DOES 
NOT INDICATE COLOR. 

FOR COMPUTERS, COMPUTER PERIPHERALS AND COM- 
PUTER OPERATING SYSTEMS (U.S. CLS. 21, 23, 26, 36 AND 
38). 


SN 75-766,470. HOWARD, MARCIA, AMHERST, 
BRIGHAM, NEIL, HADLEY, MA. FILED 8-2-1999. 


MA. AND 


COYOTE SKY DESIGNS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**DESIGNS”’, APART FROM THE MARK AS SHOWN. 

FOR DECORATIVE MAGNETS (U.S. CLS. 21, 23, 26, 36 AND 
38). 
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SN 75-766,479. BOLDER TECHNOLOGIES CORPORATION, 
GOLDEN, CO. FILED 8-2-1999. 


Powered by 
Bolder 


TMF 
py, 


Advanced Ba 
fatnlogy 


OWNER OF U.S. REG. NOS. 1,957,867 AND 2,025,451. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*““ADVANCED BATTERY TECHNOLOGY”, APART FROM THE 
MARK AS SHOWN. 

FOR THIN METAL FILM BATTERIES (U.S. CLS. 21, 23, 26, 
36 AND 38). 


SN 75-767,948. DRIVER’S RADIO, INC., GREENSBURG, IN. 
FILED 7-23-1999. 


SCAN-ADIO 


FOR RADIO COMPONENTS IN THE NATURE OF FRE- 
QUENCY CHIPS FOR USE IN SCANNING RADIO CHANNELS 
(U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 12-19-1998; IN COMMERCE 12-19-1998. 


SN 75-771,380. INCONTEXT ENTERPRISES, INC., HARVARD, 
MA. FILED 8-9-1999. 


KNOWLEDGE CRYSTAL 


FOR COMPUTER SOFTWARE THAT ENABLES USER TO 
BROWSE OR ACCESS INFORMATION FROM AN ON-LINE 
DATABASE THAT STORES TEXT OR GRAPHICS (U.S. CLS. 
21, 23, 26, 36 AND 38). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 75-771,395. IDC SYSTEMS, INC., PORTLAND, OR. FILED 
8-5-1999. 


FACTORY COMMANDER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“FACTORY”’, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER PROGRAMS FOR THE ANALYSIS OF THE 
EFFICIENCY, CAPACITY, AND COST-EFFECTIVENESS OF 
COMMERCIAL OPERATIONS AND EQUIPMENT, AND IN- 
STRUCTIONAL MANUALS SOLD AS A UNIT THEREWITH, IN 
THE FIELDS OF COMMERCIAL AND INDUSTRIAL DESIGN, 
CONSTRUCTION, MANUFACTURING AND FACILITY MAN- 
AGEMENT (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 1-20-1997; IN COMMERCE 1-20-1997. 


SN 75-775,713. FOUR MEDIA COMPANY, BURBANK, CA. 
FILED 8-13-1999. 


RAIDIANCE 


FOR COMPUTER SOFTWARE FOR DATA REDUNDANCY 
AND USE IN RECONSTRUCTING DATA FOLLOWING DISK 
FAILURE (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-775,714. FOUR MEDIA COMPANY, BURBANK, CA. 
FILED 8-13-1999. 


RADIANCE 


FOR COMPUTER SOFTWARE FOR DATA REDUNDANCY 
AND USE IN RECONSTRUCTING DATA FOLLOWING DISK 
FAILURE (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-785,197. COIN CORPORATE INTERACTIVE, NORTH- 
BROOK, IL. FILED 9-20-1999. 


interact! 


FOR COMPUTER E-COMMERCE SOFTWARE TO ALLOW 
USERS TO DEVELOP, MAINTAIN, PERSONALIZE, AND DE- 
LIVER WEB-SITE CONTENT, EXCLUDING THE TRAVEL IN- 
DUSTRY, VIA A GLOBAL COMPUTER NETWORK (U.S. CLS. 
21, 23, 26, 36 AND 38). 

FIRST USE 11-1-1997; IN COMMERCE 1-1-1998. 
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SN 75-788,863. RULESPACE, 
8-30-1999 


INC., PORTLAND, OR. FILED 


CONTEXION 


FOR COMPUTER SOFTWARE THAT RECOGNIZES PAR- 
TICULAR INFORMATION LOCATED ON A NETWORK OR 
COMPUTER SYSTEM AS BELONGING TO SPECIFIC SUBJECT 
TOPICS USING PATTERN RECOGNITION MODELS CREATED 
BY NEURAL NETWORKS AND HEURISTIC COMPUTING 
TECHNIQUES; COMPUTER SOFTWARE FEATURING A SYS- 
TEMS ARCHITECTURE WHICH ALLOWS EITHER AN EMBED- 
DED ANALYSIS MODE ENABLING REAL-TIME ANALYSIS OF 
WEBSITE CONTENT AS IT IS ENCOUNTERED OR AN ONLINE 
LOOK-UP MODE ENABLING THE SUBMISSION OF WEBSITE 
RATING REQUESTS FOR RESPONSE FROM A SERVER ON 
A GLOBAL COMMUNICATIONS NETWORK FOR SUBJECT 
TOPIC CATEGORIZATION AND FILTERING, OR A COMBINA- 
TION OF BOTH MODES (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-794,108. TWENTIETH CENTURY FOX FILM CORPORA- 
TION, LOS ANGELES, CA. FILED 9-7-1999. 


TITAN A.E. 


FOR SERIES OF MOTION PICTURE FILMS, PRE-RECORDED 
VIDEO TAPES, VIDEO CASSETTES AND VIDEODISCS, PRE- 
RECORDED AUDIO TAPES, AUDIO CASSETTES AND AUDIO 
DISCS, ALL FEATURING ANIMATED ENTERTAINMENT AND 
MUSICAL PERFORMANCES (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-795,230. VERISYS, INC., APTOS, CA. FILED 10-1-1999. 


Werisys If] 


FOR COMPUTER HARDWARE AND SOFTWARE, NAMELY, 
INSTRUMENTS USED IN CONNECTION WITH THE CAPTURE, 
ANALYSIS AND MEASUREMENT OF DATA AND THE PRO- 
TOCOL INVOLVED IN TRANSMITTING THAT DATA OVER 
A COMPUTER BUS INTERFACE (U.S. CLS. 21, 23, 26, 36 AND 
38). 

FIRST USE 5-13-1992; IN COMMERCE 5-13-1992. 
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SN 75-796,646. GROUP LOTUS LIMITED, NORFOLK, GREAT 
BRITAIN, FILED 9-10-1999. 


OWNER OF ERPN CMNTY TM OFC REG. NO. 
DATED 4-1-1999, EXPIRES 4-1-2009. 

OWNER OF U.S. REG. NOS. 992,840, 1,973,831 AND OTHERS. 

THE MARKS CONSISTS OF A CIRCLE WITHIN A CIRCLE 
ENCLOSING A SHADED TRIANGLE WITHIN A TRIANGLE DIS- 
PLAYING AN INTERLOCKING DESIGN FORMATIVE OF THE 
LETTER ““CBAC’’ AT THE TOP AND THE TERM “LOTUS” 
BENEATH. 

FOR PRE-RECORDED VIDEO CASSETTES RELATING TO VE- 
HICLES AND AUTOMOBILES, ENGINEERING OF VEHICLES 
AND AUTOMOBILES, ENGINES FOR VEHICLES AND AUTO- 
MOBILES, AND PARTS AND FITTINGS OF VEHICLES AND 
AUTOMOBILES; COMPUTER SOFTWARE PROGRAMS AND 
GAMES, NAMELY, PRE-RECORDED MAGNETIC TAPES, PRE- 
RECORDED MAGNETIC DISKS, CD ROMS, AND DIGITAL 
VIDEO DISKS, ALL RELATING TO VEHICLES AND AUTO- 
MOBILES, ENGINEERING OF VEHICLES AND AUTOMOBILES, 
ENGINES FOR VEHICLES AND AUTOMOBILES, AND PARTS 
AND FITTINGS OF VEHICLES AND AUTOMOBILES; ON- 
BOARD ENTERTAINMENT SYSTEM FOR VEHICLES AND 
AUTOMOBILES, NAMELY, CONTROL UNIT, VIDEO DISPLAY 
UNIT, VIDEO TAPE PLAYER, TELEVISION RECEIVER, COM- 
PACT DISK DRIVE, COMPACT DISK READ-ONLY MEMORY 
DRIVE, DIGITAL VIDEO DISK DRIVE, AM TUNER, FM TUNER, 
AUTOMOTIVE SPEAKERS, MICROPHONE, AMPLIFIER, AUDIO 
CASSETTE DECK, COMPUTER MULTIMEDIA SOUND CHIPS, 
SPEED SENSORS, GLOBAL POSITIONING SYSTEM RECEIVER, 
AND ACCESSORY PRODUCTS FOR USE THEREWITH, NAME- 
LY, COMPACT DISC CHANGERS, TELEVISION RECEIVERS, 
VIDEO CAMERAS, ANTENNAS, MICROPHONES, AND PLUG- 
IN MODULES FOR VOICE COMMUNICATIONS, DATA COM- 
MUNICATIONS, VEHICLE AND AUTOMOBILE NAVIGATION, 
ENTERTAINMENT AND GLOBAL COMPUTER NETWORK AND 
ELECTRONIC MAIL CONNECTIVITY, AND PARTS FOR ALL 
THE FOREGOING (U.S. CLS. 21, 23, 26, 36 AND 38). 


1141464, 
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SN 75-800,536. XILCOR, INC.. KNOXVILLE, TN. BY ASSIGN- 
MENT INTERNATIONAL ELECTRONICS CORPORATION, 
KNOXVILLE, TN. FILED 10-12-1999. 





THE MARK CONSISTS OF THE LETTERS “‘I", **E’’, AND 
“C” WITH THE **C”’ BEING REVERSED AND ENGAGING THE 
**E*’ TO FORM A COMPLETE CIRCLE. 

FOR WIRELESS COMMUNICATION SYSTEMS COMPRISED 
OF TRANSMITTERS AND RECEIVERS USING INFRARED OR 
RADIO FREQUENCY SIGNALS TO COMMUNICATE BETWEEN 
ELECTRONIC DEVICES; WIRELESS INFRARED TRANSMIT- 
TERS; WIRELESS INFRARED RECEIVERS; WIRELESS RADIO 
FREQUENCY TRANSMITTERS; WIRELESS RADIO FRE- 
QUENCY RECEIVERS (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 11-30-1994, IN COMMERCE 1-31-1995. 


SN 75-801,292. ACCRUE SOFTWARE, 
FILED 9-15-1999 


INC., FREMONT, CA. 


ACCRUE VISTA 


OWNER OF U:S. REG. NOS. 2,241,805 AND 2,261,354. 

FOR COMPUTER SOFTWARE THAT PROVIDES A DETAILED 
WEB SITE CUSTOMER SEGMENTATION AND VISITOR ACTIV- 
ITY INFORMATION (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-803,860. OPTICS WIRELESS LED, COLUMBUS, OH. 
FILED 9-20-1999 


NIGHT PREDATOR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**NIGHT”’, APART FROM THE MARK AS SHOWN. 

FOR OPTICAL AND VISUAL ASSISTANCE SYSTEM COM- 
PRISING NIGHT VISION GLASSES, ILLUMINATORS, AND 
LENSES (U.S. CLS. 21, 23, 26, 36 AND 38). 
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SN 75-804,399. NETOBJECTS. INC., REDWOOD CITY, CA. 
FILED 9-21-1999. 


EVERYWHERE HTML 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*‘HTML”’, APART FROM THE MARK AS SHOWN. 

FOR WEBSITE DEVELOPMENT SOFTWARE (U.S. CLS. 21, 
23, 26, 36 AND 38). 

FIRST USE 1-0-1998; IN COMMERCE 3-0-1998. 


SN 75-818,892. HEIDECO, INC., AUSTIN, TX. FILED 10-8-1999. 


KZORR 


FOR PRERECORDED VIDEO, AUDIO AND CASSETTE TAPES 
AND VIDEO, AUDIO AND COMPACT DISCS FEATURING FIC- 
TIONAL AND NON-FICTIONAL CHARACTERS IN FICTIONAL 
AND NON-FICTIONAL CHILDREN’S STORIES; COMPUTER 
PROGRAM FOR USE AS A YOUNG CHILDREN’S WEB BROWS- 
ER; INTERACTIVE MULTIMEDIA COMPUTER GAMES FOR 
CHILDREN’S INTERACTION WITH FICTIONAL CHARACTERS 
IN ADAPTIVE FICTIONAL AND SEMI-FICTIONAL STORIES 
AND SITUATIONS; DOWNLOADABLE MUSICAL SOUND RE- 
CORDINGS; DOWNLOADABLE VIDEO RECORDINGS FEA- 
TURING; AND DOWNLOADABLE ELECTRONIC PUBLICATION 
IN THE NATURE OF BOOKS, MAGAZINES AND NEWS- 
LETTERS, IN THE FIELD OF FICTIONAL AND NON-FICTIONAL 
CHILDREN’S STORIES (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-822,758. SURVIVORS OF THE SHOAH VISUAL HISTORY 
FOUNDATION, THE, LOS ANGELES, CA. FILED 10-14-1999. 


THE SHOAH FOUNDATION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**FOUNDATION"’, APART FROM THE MARK AS SHOWN. 

THE ENGLISH TRANSLATION OF THE WORD **SHOAH™ 
FROM THE HEBREW LANGUAGE IS **HOLOCAUST”’ 

SEC. 2(F) 

FOR MOTION PICTURE FILMS, PRE-RECORDED VIDEO- 
TAPES AND VIDEO DISCS, AND CD-ROMS, ALL IN THE FIELD 
OF HOLOCAUST STUDIES, HUMAN RIGHTS AND WORLD 
HISTORY; PRE-RECORDED AUDIOTAPES, COMPACT DISCS 
AND DIGITAL AUDIO TAPES FEATURING MUSIC; COM- 
PUTERS AND COMPUTER PERIPHERALS; COMPUTER SOFT- 
WARE USED FOR ACCESSING, RETRIEVING, VIEWING, STOR- 
ING AND DOWNLOADING OF INFORMATION AND DATA IN 
THE FIELD OF HOLOCAUST STUDIES, HUMAN RIGHTS AND 
WORLD HISTORY ON A GLOBAL COMPUTER NETWORK (U.S. 
CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 4-12-1994; IN COMMERCE 4-12-1994. 
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SN 75-825,633. KABUSHIKI KAISHA TOSHIBA, TA TOSHIBA 
CORPORATION, KANAGAWA-KEN, JAPAN, FILED 
10-18-1999. 


TRSLIM 


FOR REAL TIME OPERATING SYSTEM SOFTWARE, NAME- 
LY, COMPUTER SOFTWARE WHICH CONTROLS OTHER AP- 
PLICATION SOFTWARE (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-826,507. XYBRIDGE TECHNOLOGIES, INC., RICHARD- 
SON, TX. FILED 10-18-1999. 


THOROUGHBRED 
SOFTWARE FOR HYBRID 
NETWORKS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“SOFTWARE FOR HYBRID NETWORKS”, APART FROM THE 
MARK AS SHOWN. 

FOR COMMUNICATIONS CONNECTIVITY SOFTWARE USED 
TO FACILITATE REAL-TIME CALL CONTROL AND CALL 
ROUTING BETWEEN A CALLED PARTY AND A CALLING 
PARTY IN A COMMUNICATION NETWORK INCLUDING AT 
LEAST ONE OF A BACKBONE NETWORK FOR THE WORLD 
WIDE WEB AND A PUBLIC COMMUNICATION NETWORK IN- 
CLUDING WIRELINE AND WIRELESS NETWORKS (U.S. CLS. 
21, 23, 26, 36 AND 38). 


SN 75-832,011. KABUSHIKI KAISHA HITACHI SEISAKUSHO, 
DBA HITACHL, LTD., TOKYO, JAPAN, FILED 10-26-1999. 


COSMICUBE 


FOR COMPUTER SOFTWARE, NAMELY PARALLEL ON-LINE 
ANALYTICAL PROCESSING SERVER SOFTWARE FOR ANA- 
LYZING VERY LARGE DATA WAREHOUSES IN THE FIELD 
OF BUSINESS ENTERPRISE MANAGEMENT AND STRATEGIC 
PLANNING (U.S. CLS. 21, 23, 26, 36 AND 38). 
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SN 75-834,568. KONAMI CO., LTD., MINATO-KU, TOKYO 
105-6021, JAPAN, FILED 10-29-1999. 


THE DESIGN PORTION OF THE MARK CONSISTS OF A 
STYLIZED GLOBE DESIGN LOCATED TO THE LEFT OF AND 
PARTIALLY CONCEALED BY THE STYLIZED LETTERS 
“INTERNATIONAL RALLY”. 

FOR COMPUTER PRODUCTS, NAMELY, COMPUTER GAME 
PROGRAMS; VIDEO GAME MACHINES; VIDEO GAME CAR- 
TRIDGES; VIDEO GAME CD-ROMS; VIDEO OUTPUT GAME 
MACHINES; HAND-HELD VIDEO GAMES AND INSTRUC- 
TIONAL MATERIALS SOLD THEREWITH; AND COMPUTER 
GAME PROGRAMS AND VIDEO GAMES FOR USE WITH TELE- 
VISION SETS (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-836,791. UNIVERSAL MICROELECTRONICS CO., LTD., 
TAICHUNG INDUSTRIAL PARK, TAIWAN, FILED 11-1-1999. 


ao UNIVERSAL MICROELECTRONICS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“UNIVERSAL MICROELECTRONICS’’, APART FROM THE 
MARK AS SHOWN. 

FOR COMPUTERS; COMPUTER PERIPHERALS, NAMELY, 
MONITORS, CD-ROM DRIVERS, SOUND CARDS, MODEMS, IN- 
TEGRATED CIRCUITS, TELEPHONES FOR SENDING REAL- 
TIME VOICE COMMUNICATION OVER A GLOBAL INFORMA- 
TION NETWORK; TELEPHONES, VIDEO PHONES; LAN CARDS 
(U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-838,674. WATLOW POLYMER TECHNOLOGIES, INC., 
WINONA, MN. FILED 11-3—1999. 


WCAD 


FOR COMPUTER SOFTWARE FOR DESIGNING RESISTANT 
HEATING DEVICES (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-839,513. 
11-3-1999. 


APPLIX, INC., WESTBORO, MA. FILED 


[HELPDESK 


FOR COMPUTER PROGRAMS FOR USE IN HELP DESK AP- 
PLICATIONS, NAMELY MEASURING, LOGGING, AND CATA- 
LOGING PERFORMANCE OF AN ORGANIZATION’S INTERNAL 
SUPPORT OPERATIONS AND HELP DESK FUNCTIONS (U.S. 
CLS. 21, 23, 26, 36 AND 38). 
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SN 75-840,732. HOWARD, HOLLEY, DBA KIDDYCAT 
RECORDS, ATLANTA, GA. FILED 11-4-1999. 


KIDDYCAT RECORDS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**RECORDS”’, APART FROM THE MARK AS SHOWN. 

FOR MUSICAL RECORDINGS, NAMELY, COMPACT DISCS, 
PRE-RECORDED AUDIO TAPES, AND DOWNLOADABLE MU- 
SICAL RECORDINGS VIA A GLOBAL COMPUTER NETWORK 
(U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-841,271. DYNAMIC TELECOMMUNICATIONS, INC., 
GERMANTOWN, MD. FILED 11-4-1999. 


LINENET 


FOR COMMUNICATIONS EQUIPMENT, NAMELY, WIRELESS 
LOCAL LOOP TELEPHONE SYSTEMS CONSISTING OF WIRE- 
LESS LOCAL LOOP TRANSCEIVERS, BASE STATIONS AND 
TELEPHONES (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-841,978. SYMIX COMPUTER SYSTEMS, DELAWARE, 
INC., TEMPE, AZ. FILED 11-5-—1999. 


ESYTE 


FOR COMPUTER SOFTWARE FOR CONTROLLING AND 
MANAGING THE MANUFACTURING PROCESS, NAMELY, THE 
BUSINESS OPERATIONS OF MANUFACTURERS, INCLUDING, 
CUSTOMER ORDER ENTRY, INVENTORY AND PRODUCTION 
PLANNING, PROCUREMENT ORDER MANAGEMENT, FACIL- 
ITY PLANNING, TAX PLANNING, MANAGEMENT OF AC- 
COUNTS PAYABLE AND RECEIVABLE, INVOICING AND EN- 
TERPRISE RESOURCE PLANNING (U.S. CLS. 21, 23, 26, 36 
AND 38). 


SN 75-843,066. RADWIZ LTD, TEL-AVIV 61131, ISRAEL, FILED 
11-8-1999. 


BROADW@RE 


FOR COMPUTER SOFTWARE AND HARDWARE, NAMELY, 
ROUTERS AND SWITCHES, TELEPHONY INTERFACES AND 
DIGITAL SUBSCRIBER LINE INTEGRATED ACCESS DEVICES, 
NAMELY, MODEMS, AND MULTIPLEXERS, FOR APPLYING 
CARRIER CLASS CONVERGENT VOICE DATA AND MULTI- 
MEDIA DELIVERY TECHNIQUES IN A LOCAL LOOP OF THE 
ACCESS PART OF A TELEPHONE NETWORK (U.S. CLS. 21, 
23, 26, 36 AND 38). 
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SN 75-844,068. WESTMINSTER THEOLOGICAL SEMINARY, 
GLENSIDE, PA. FILED 11-9-1999. 


WAL. 


FOR PRE-RECORDED AUDIO AND VIDEO TAPE CASSETTES 
FEATURING RELIGIOUS INSTRUCTION (U.S. CLS. 21, 23, 26, 
36 AND 38). 

FIRST USE 0-0-1980; IN COMMERCE 0-0-1980. 


SN 75-847,560. MUSTEK SYSTEMS INC., HSINCHU, TAIWAN, 
CHINA, FILED 11-12-1999. 


CRUSH’ EM 


FOR COMPUTER GAME SOFTWARE, OPTICAL SCANNERS, 
DIGITAL CAMERAS, COMPUTERS AND COMPUTER PERIPH- 
ERALS, DIGITAL VIDEO DISC PLAYERS, AND LIQUID CRYS- 
TAL DISPLAY PROJECTORS (U.S. CLS. 21, 23, 26, 36 AND 
38). 


SN 75-847,561. MUSTEK SYSTEMS INC., HSINCHU, TAIWAN, 
CHINA, FILED 11-12-1999. 


PUZZL’ EM 


FOR COMPUTER GAME SOFTWARE, OPTICAL SCANNERS, 
IMAGE SCANNERS, DIGITAL CAMERAS, COMPUTERS AND 
COMPUTER PERIPHERALS, DIGITAL VIDEO DISC PLAYERS, 
AND LIQUID CRYSTAL DISPLAY PROJECTORS (U.S. CLS. 21, 
23, 26, 36 AND 38). 


SN 75-847,781. QMS , INC., MOBILE, AL. FILED 11-12-1999. 


} 


OWNER OF U.S. REG. NOS. 1,235,659, 1,667,511 AND OTH- 
ERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*‘MEMBER OF THE MINOLTA GROUP"’, APART FROM THE 
MARK AS SHOWN. 

THE MARK IS LINED FOR THE COLOR BLUE, BUT COLOR 
IS NOT CLAIMED AS A FEATURE OF THE MARK. 

FOR PRINTERS, PRINTER CONTROLLERS, PRINTER CON- 
TROLLER BOARDS AND SOFTWARE THEREFOR (U.S. CLS. 
21, 23, 26, 36 AND 38). 
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SN 75-848,075. CHIANG, TONY JONG TSUNG, CITY OF INDUS- 
TRY. CA. FILED 11-13-1999. 


OVISLINK 


FOR COMPUTER NETWORKING HARDWARE, NAMELY, 
ETHERNET CARDS, SWITCHES, HUBS, REPEATERS, ROUT- 
ERS, PERSONAL COMPUTER MEMORY CARDS, INTER- 
NATIONAL ASSOCIATION CARDS, NETWORK WIRE AND 
WIRELESS CONNECTIVE DEVICES, NAMELY, CABLE AND 
CABLE CONNECTORS, NETWORK SERVER AND SERVER 
STORAGE DEVICES, NAMELY, MULTIPLE CPU COMPUTERS 
WITH MULTIPLE HARD DRIVES AND HOT SWAPPABLE 
HARD DRIVE PORTS (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 8-29-1996; IN COMMERCE 8-29-1996 


SN 75-850,389. SOLIDONE USA CORPORATION, SUNNYVALE, 
CA. FILED 12-6-1999 


THE MARK CONSISTS OF TWO HORIZONTAL RECTANGLES 
WITH TWO TRIANGLES IN BETWEEN. FORMING SUBSTAN- 
TIALLY AN ELONGATED-S SHAPE IN THE CENTER OF THE 
MARK 

FOR ELECTRICAL SWITCHES, ELECTRIC TOUCH SEN- 
SITIVE SWITCHES. WARNING DEVICES, NAMELY, SOUND 
SIGNALS AND LIGHT SIGNALS AND ELECTROMECHANICAL 
CONTROLS FOR CONTROLLING ELECTRICAL CURRENT (U.S 
CLS. 21, 23, 26, 36 AND 38). 
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SN 75-851,070. ORTHOPEDIC HOSPITAL, LTD., HOUSTON, TX 
FILED 11-17-1999 


6 


OWNER OF U.S. REG. NO. 2,256,835. 

FOR COMPUTER SOFTWARE, NAMELY, CD-ROMS CON- 
TAINING MEDICAL DATA AND SOFTWARE FOR USE IN ENA- 
BLING SEARCHING OF DATA AND CONNECTION TO MED- 
ICAL INFORMATION DATABASES ON GLOBAL COMMUNICA- 
TIONS NETWORKS AND ELECTRONIC PUBLICATIONS (U.S. 
CLS. 21, 23, 26, 36 AND 38). 


SN 75-851,834. L & H APPAREL, INC., SANTA BARBARA, CA. 
FILED 11-16-1999. 


PUI 
sre Ih 


THE DRAWING OF THE MARK IS LINED FOR THE COLORS 
RED AND BLUE. 

FOR AUDIO AND VIDEO RECORDING AND REPRODUCTION 
MEDIA, NAMELY, PHONOGRAPH RECORDS FEATURING 
MUSIC, BLANK AUDIO TAPES, PRE-RECORDED AUDIO 
TAPES FEATURING MUSIC, COMPACT DISCS FEATURING 
MUSIC, MULTIMEDIA SOFTWARE RECORDED ON CD-ROM 
FEATURING MUSIC, MINIATURE COMPACT DISCS FEA- 
TURING MUSIC, PRE-RECORDED DIGITAL AUDIO TAPES 
(DAT) FEATURING MUSIC, MP3 DIGITAL FORMATS, NAME- 
IN DIGITAL FORM DOWNLOADED 
FROM A GLOBAL COMPUTER NETWORK AND RECORDED 
ON MAGNETIC MEDIA, BLANK DIGITAL AUDIO TAPES, DIG- 
ITAL VERSATILE DISCS FEATURING MUSIC, BLANK VIDEO 
CASSETTES AND PRE-RECORDED VIDEO CASSETTES FEA- 
TURING SPORTS (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 2-0-1997; IN COMMERCE 2-0-1997. 
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SN 75-853,356. 
11-18-1999. 


CB DESIGNS, INC., KENT, WA. FILED 


FOR RESIDENTIAL AND COMMERCIAL NON-METAL AUTO- 
MATED SLIDING DOOR ASSEMBLIES COMPRISED OF A SLID- 
ING DOOR, RIGID PANELS, AND A TRACK ASSEMBLY AND 
AN ELECTRIC MOTOR PLACED INSIDE A SELF-SUPPORTED 
HEADER (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-854,270. MILLIPORE CORPORATION, BEDFORD, MA. 
FILED 11-19-1999. 


MICROSPOT 


FOR INDUSTRIAL MICROBIOLOGICAL FILTERS FOR USE 
IN TESTING LIQUIDS TO FILTER AND RETAIN MICROBES 
FOR LATER IDENTIFICATION AND QUANTIFICATION (U.S. 
CLS. 21, 23, 26, 36 AND 38). 


SN 75-855,804. LEVI STRAUSS & CO., SAN FRANCISCO, CA. 
FILED 11-22-1999. 


— 


THE MARK REPRESENTS A STYLIZED WING AND ANCHOR 
FOR CELL PHONE CASES, COMPACT DISC CASES, AND 
COMPUTER DISC CASES (U.S. CLS. 21, 23, 26, 36 AND 38). 
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SN 75-859,037. MENARD, 
11-29-1999. 


INC., EAU CLAIRE, WI. FILED 


BIG CARD 


OWNER OF U.S. REG. NOS. 2,104,190 AND 2,295,611. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
““CARD”’, APART FROM THE MARK AS SHOWN. 

FOR MAGNETICALLY CODED CARDS, NAMELY, CREDIT 
CARDS, DEBIT CARDS, SMART CARDS, AND PRE- PAID 
TELEPHONE CALLING CARDS (U.S. CLS. 21, 23, 26, 36 AND 
38). 

FIRST USE 12-0-1995; IN COMMERCE 4-0-1996. 


SN 75-859,356. 2990091 CANADA, INC., QUEBEC, CANADA, 
FILED 11-29-1999. 


VICONICS 


FOR ELECTRONIC CONTROLS FOR HEATING, VENTILA- 
TION AND AIR CONDITIONING, HEAT PUMP CONTROLS, HU- 
MIDITY CONTROLS, POWER CONTROLS FOR ELECTRONIC 
HEAT AND CONTROLS FOR VARIABLE AIR VOLUME (USS. 
CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 6-1-1989; IN COMMERCE 6-1-1989. 


SN 75-859,614. RADICA GAMES LTD., HAMILTON HM11, BER- 
MUDA, FILED 11-30-1999. 


PASSWORD PHONE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**PHONE”’, APART FROM THE MARK AS SHOWN. 

FOR NOVELTY TELEPHONES WITH A VOICE RECOGNI- 
TION FEATURE (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-860,814. EMPLOYEEMATTERS, INC., STAMFORD, CT. 
BY CHANGE OF NAME ESOURCEONE, INC., STAMFORD, 
CT. FILED 11-30-1999. 


EMPLOYEEMATTERS 


FOR COMPUTER PROGRAMS FOR ADMINISTRATION OF 
EMPLOYEE BENEFIT PLANS, DATABASE MANAGEMENT 
AND BUSINESS PLANNING IN THE FIELDS OF BUSINESS 
MANAGEMENT, HUMAN RESOURCES AND EMPLOYEE SERV- 
ICES (U.S. CLS. 21, 23, 26, 36 AND 38). 
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SN 75-862,907. ZODIAC INTERNATIONAL S.A., 
MOULINEAUX 92130, FRANCE, FILED 12-2-1999. 


ISSY LES 


EVERSAFE 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FRANCE APPLI- 
CATION NO. 99.728.225, FILED 6-18-1999, REG. NO. 99728225, 
DATED 6-18-1999, EXPIRES 6-18-2009. 

FOR LIFE-SAVING RAFTS (U.S. CLS. 21, 23, 26, 36 AND 
38). 


SN 75-866,898. 
12-8-1999. 


STARMATIX, INC., CARMEL, IN. FILED 


MEDIAFINDER 


FOR COMPUTER PERIPHERAL MASS STORAGE DEVICES 
IN THE NATURE OF DVD AND CD CHANGERS AND PLAYERS 
FEATURING SEARCH AND FILE SHARING CAPABILITIES (U.S. 
CLS. 21, 23, 26, 36 AND 38). 


SN 75-870,481. PRUFTECHNIK DIETER BUSCH AG, ISMANING 
BAVARIA, FED REP GERMANY, FILED 12-25-1999. 


PULLALIGN 


FOR MEASURING AND TESTING APPARATUS FOR TESTING 
AND MEASURING DIMENSIONS, ANGULAR OR 
TRANSLATIONAL OFFSETS OF PULLEYS, SHEAVES, BELTS, 
CHAINS, AND ROPES RELATIVE TO A REFERENCE LINE OR 
PLANE (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-871,309. WATERWAY COMMUNICATIONS SYSTEM 
LLC, JEFFERSONVILLE, IN. FILED 12-15-1999. 


FOR POLE WITH A TRANSDUCER ON THE END TO MEAS- 
URE THE DEPTH OF WATER (U.S. CLS. 21, 23, 26, 36 AND 
38). 

FIRST USE 11-5—1999; IN COMMERCE 1 1-5-1999. 
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SN 75-879,429. REALCHIP, 
12-22-1999. 


INC, SUNNYVALE, CA. FILED 


REALITY PLATFORMS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**PLATFORMS”’, APART FROM THE MARK AS SHOWN. 

FOR SEMICONDUCTORS, MICROPROCESSORS, _ INTE- 
GRATED CIRCUITS NETWORK PROCESSORS, COMPUTER 
BOARDS, PRINTED CIRCUIT BOARDS, PHYSICAL INTERFACE 
MODULES, COMPUTER SOFTWARE DEVELOPMENT TOOLS, 
COMPUTER PROGRAMS FOR’ SIMULATING’ MICRO- 
PROCESSORS, COMPUTER PROGRAMS FOR MEASURING 
PERFORMANCE OF SOFTWARE RUNNING ON MICRO- 
PROCESSORS, COMPUTER PROGRAMS FOR DEBUGGING 
AND COMPILING SOFTWARE, COMPUTER SOFTWARE APPLI- 
CATION PROGRAMMING INTERFACES (APIS), COMPUTER 
SOFTWARE FOR USE IN NETWORKING EQUIPMENT, COM- 
MUNICATIONS SOFTWARE FOR CONNECTING COMPUTER 
NETWORKS, COMPUTER OPERATING SYSTEMS, MANUALS 
SOLD AS A UNIT WITH THE FOREGOING (U.S. CLS. 21, 23, 
26, 36 AND 38). 


SN 75-884,315. DIGI-FRAME, INC., PORT CHESTER, NY. FILED 
12-30-1999. 


THE MISSING LINK IN 
DIGITAL PHOTOGRAPHY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“DIGITAL PHOTOGRAPHY”, APART FROM THE MARK AS 
SHOWN. 

FOR ELECTRIC LUMINESCENT DISPLAY PANELS FOR USE 
IN DISPLAYING ELECTRONIC IMAGES (U.S. CLS. 21, 23, 26, 
36 AND 38). 


SN 75-884.856. SMARTMONEY, NEW YORK, 
12-30-1999. 


NY. FILED 


INSIDER IQ 


FOR COMPUTER SOFTWARE FOR ANALYZING AND 
TRACKING FINANCIAL MARKETS (U.S. CLS. 21, 23, 26, 36 
AND 38). 


SN 75-893,783. INTERTRUST TECHNOLOGIES CORPORATION, 
SANTA CLARA, CA. FILED 1-10-2000. 


RIGHTSTONE 


FOR COMPUTER HARDWARE AND COMPUTER SOFTWARE, 
RECEIVERS AND TRANSMITTERS, NAMELY, RADIOS, TELE- 
PHONES, PAGERS, HAND-HELD REMOTE COMPUTERS, TELE- 
VISIONS, AND TELEVISION SET-TOP BOXES, ALL FOR SEND- 
ING, RECEIVING, STORING, SECURING AND PROCESSING SE- 
CURE DIGITAL AND OTHER ELECTRONIC DATA, AND FOR 
MANAGING SECURE ELECTRONIC EVENTS AND TRANS- 
ACTIONS (U.S. CLS. 21, 23, 26, 36 AND 38). 





FEB 20, 2001 


CLASS 9—(Continued). 


SN 75-894,548. SIBYTE, 
1-10-2000. 


INC., SANTA CLARA, CA. FILED 


THE MARK CONSISTS OF GREEN AND NAVY ‘‘S’’ SUR- 
ROUNDS SILICON WAFER IN CENTER WHICH IS GREEN ON 
THE LEFT SIDE AND BLUE ON THE RIGHT SIDE. WITH THE 
NAME “‘SiBYTE”’ BELOW DESIGN. 

FOR SEMICONDUCTORS (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-895,794. GUARDONE.COM, 
FILED 12-20-1999. 


INC., PALO ALTO, CA. 


RESTRICTOR 


FOR COMPUTER SOFTWARE, NAMELY, FOR USE IN NET- 
WORK ASSISTANCE MANAGEMENT FOR FILTERING, BLOCK- 
ING, MONITORING, REPORTING, ORGANIZING, MANAGING, 
RETRIEVING, CLASSIFYING AND CATEGORIZING GLOBAL 
COMPUTER INFORMATION NETWORK CONTENT ON COM- 
PUTER NETWORK SYSTEMS, NETWORKS, GLOBAL COMMU- 
NICATION NETWORKS, PERSONAL COMPUTER SYSTEMS, 
TELEVISIONS, OR MOBILE OR PORTABLE DEVICES, NAME- 
LY, LAPTOP COMPUTERS, PORTABLE DIGITAL ASSISTANT, 
TELEPHONES, PAGERS; FOR SECURING AND MAINTAINING 
PRIVACY OF ACCESS TO THE CONTENT OF COMPUTER NET- 
WORKS; ELECTRONIC MAIL DATABASE MANAGEMENT AND 
CONTROL COMPUTER SOFTWARE, NAMELY, FOR FIL- 
TERING, MONITORING, REPORTING, BLOCKING, IDENTI- 
FYING AND CATEGORIZING INFORMATION, ELECTRONIC 
MESSAGES AND ELECTRONIC FILES ON COMPUTER NET- 
WORK SYSTEMS, GLOBAL COMPUTER NETWORKS, PER- 
SONAL COMPUTER SYSTEMS, TELEVISIONS, OR MOBILE OR 
PORTABLE DEVICES, NAMELY, LAPTOP COMPUTERS, PORT- 
ABLE DIGITAL ASSISTANT, TELEPHONES, PAGERS, COM- 
PUTER SOFTWARE FOR REAL TIME TRANSMISSION OF MES- 
SAGES AMONG COMPUTER USERS, NAMELY, FOR GROUP 
NEWS ANALYSIS AND CHAT ROOMS; COMPUTER SOFT- 
WARE FOR USE IN ELECTRONIC FILE TRANSFER, FIL- 
TERING, MONITORING, REPORTING, ANALYZING, AND 
BLOCKING INFORMATION, ELECTRONIC BULLETIN BOARD 
POSTINGS, ELECTRONIC MESSAGES AND FILES ON COM- 
PUTER NETWORK SYSTEMS, GLOBAL COMPUTER NET- 
WORKS, PERSONAL COMPUTER SYSTEMS, GLOBAL COMMU- 
NICATION NETWORKS, PERSONAL COMPUTER SYSTEMS, 
TELEVISIONS, OR MOBILE OR PORTABLE DEVICES, NAME- 
LY, LAPTOP COMPUTER, PORTABLE DIGITAL ASSISTANT, 
TELEPHONES, PAGERS (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 11-4-1999; IN COMMERCE 11-4-1999. 
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SN 75-909,367. NXVIEW TECHNOLOGIES, INC., CARY, NC. 
FILED 2-4-2000. 


NXVIEW STUDIO 


FOR COMPUTER SOFTWARE FOR ENHANCING AND ANI- 
MATING THREE-DIMENSIONAL IMAGES (U.S. CLS. 21, 23, 26, 
36 AND 38). 


SN 75-915,090. OPERATIONS TECHNOLOGY, BLAIRSTOWN, 
NJ. FILED 1-31-2000. 


CAMEASURE 


FOR COMPUTER SOFTWARE USED IN THE PRINTED CIR- 
CUIT BOARD INDUSTRY, NAMELY SOFTWARE THAT EX- 
TRACTS DIMENSIONAL DATA FROM A COMPUTER AIDED 
MANUFACTURING DATABASE AND CONVERTS THE DATA 
TO A MACHINE-READABLE FORMAT (U.S. CLS. 21, 23, 26, 
36 AND 38). 


SN 75~-919,537. GENERAL BANDWIDTH INC., AUSTIN, TX. 
FILED 2-15-2000. 


G6 


FOR TELECOMMUNICATIONS EQUIPMENT, NAMELY 
VOICE OVER BROADBAND GATEWAYS (U.S. CLS. 21, 23, 26, 
36 AND 38). 

FIRST USE 2-14-2000; IN COMMERCE 2-14-2000. 


SN 75-922,286. ERMENEGILDO ZEGNA CORPORATION, EN- 
GLEWOOD, NJ. FILED 2-18-2000. 


ERMENEGILDO ZEGNA 


THE NAME “ERMENEGILDO ZEGNA’’ SHOWN IN THE 
MARK DOES NOT IDENTIFY A PARTICULAR LIVING INDI- 
VIDUAL, HOWEVER, IT DOES IDENTIFY THE NOW-DE- 
CEASED BUSINESS FOUNDER OF APPLICANT. 

FOR EYEGLASS FRAMES, EYEGLASSES, SUNGLASSES (U.S. 
CLS. 21, 23, 26, 36 AND 38). 


SN 75-923,859. TOLLYTOTS INC.. MONTREAL, QUEBEC, FILED 
2-22-2000. 


CD-TOTS 


FOR CHILDREN’S INTERACTIVE EDUCATIONAL GAME 
SOFTWARE FEATURING A DOLL CHARACTER (U.S. CLS. 21, 
23, 26, 36 AND 38). 
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SN 75-927,039. CELLULAR CITY, INC., 
FILED 2-23-2000. 


FORT WORTH, TX. 


MRHIT 


FOR CELLULAR PHONES AND CELLULAR PHONE ACCES- 
SORIES, NAMELY BATTERIES, FITTED COVERS, POWER 
ADAPTERS, CHARGERS, FACE PLATES, BELT CLIPS AND 
HOLSTERS, ANTENNAS AND CAR ADAPTERS (U.S. CLS. 21, 
23, 26, 36 AND 38). 


SN 75-929,450. XBOX TECHNOLOGIES, 
GROVE, FL. FILED 2-28-2000. 


INC., COCONUT 


XBOX 


FOR COMPUTER SOFTWARE AND COMPUTER PROGRAMS 
FEATURING A DATA BASE OF INFORMATION REGARDING 
VARIOUS SUBJECTS INCLUDING EDUCATIONAL INFORMA- 
TION AND INFORMATION RELATED TO PROFESSIONAL AND 
BUSINESS TRAINING VIA GLOBAL COMPUTER NETWORKS, 
GLOBAL COMMUNICATIONS NETWORKS, WIRELESS DE- 
VICES, TELEPHONE AND DESK-TOP COMPUTERS (U.S. CLS. 
21, 23, 26, 36 AND 38). 


SN 75-930,443. ALLIANCE OF PROFESSIONALS & CONSULT- 
ANTS, RALEIGH, NC. FILED 2—14-2000 


EZ-ACH 


FOR COMPUTER SOFTWARE FOR CREATING AN AUTO- 
MATED CLEARING HOUSE ORIGINATION FILE OF ELEC- 
TRONIC TRANSACTIONS FOR DISTRIBUTING FUNDS TO, OR 
COLLECTING FUNDS FROM, ACCOUNTS IN BANKS AND 
CREDIT UNIONS (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 1-1-1991; IN COMMERCE 1-1-1991. 


SN 75-933,583. COASTRIDERS LLC., NEW YORK, NY. FILED 
3-2-2000. 


COASTRIDERS 


FOR INSTRUCTIONAL MATERIAL, NAMELY, 
PRERECORDED AUDIO CASSETTES, AUDIO DISCS, AUDIO 
TAPES, VIDEO RECORDINGS, VIDEO TAPES, DVDS, COM- 
PACT DISCS, EDUCATIONAL SOFTWARE AND ELECTRONIC 
PUBLICATIONS, NAMELY, NEWSLETTERS, MAGAZINES AND 
BOOKS ALL FEATURING INFORMATION CONCERNING 
HORSEBACK RIDING, HORSE TRAINING, HORSE SHOWING 
AND DRESSAGE (U.S. CLS. 21, 23, 26, 36 AND 38). 
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SN  75-934,423. WEBSOFT CORPORATION PTY. LTD., 
ARMADALE, VICTORIA 3143, AUSTRALIA, FILED 3-3-2000. 


PLATYPUS 


FOR COMPUTER SOFTWARE DESIGN SERVICES FOR 
DATABASE MANAGEMENT, MAINTENANCE AND DEVELOP- 
MENT (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-936,789. TOTAL SUN PROTECTION, PHOENIX, AZ. 
FILED 3-4-2000. 


FLOATIVA 


EYEWEAR. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*‘EYEWEAR"’, APART FROM THE MARK AS SHOWN. 
FOR SUNGLASSES (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-942,260. /B/E/S INTERNATIONAL, INC., NEW YORK, 
NY. FILED 3-13-2000. 


V/B/E/S PROJECTOR 


OWNER OF U.S. REG. NOS. 1,750,090, 1,995,148 AND OTH- 
ERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**PROJECTOR”’, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER SOFTWARE, NAMELY, PROGRAMS IN THE 
FIELD OF FINANCIAL FORECASTING THAT COMPILE AND 
ANALYZE FINANCIAL INFORMATION (U.S. CLS. 21, 23, 26, 
36 AND 38). 
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SN 75-942,261. /B/E/S INTERNATIONAL, INC., NEW YORK, 
NY. FILED 3-13-2000. 


I/B/E/S ANALYTICS 


OWNER OF U.S. REG. NOS. 1,750,090, 1,995,148 AND OTH- 
ERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**ANALYTICS”’, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER SOFTWARE, NAMELY, PROGRAMS IN THE 
FIELD OF FINANCIAL FORECASTING THAT COMPILE AND 
ANALYZE FINANCIAL INFORMATION (U.S. CLS. 21, 23, 26, 
36 AND 38). 


SN 75-943,846. EMBEDDED POWER CORPORATION, HOUS- 
TON, TX. FILED 3-14-2000 




















THE CIRCULAR LOGO IS LINED FOR THE COLOR RED. 

A CIRCULAR LOGO. 

FOR SOFTWARE DEVELOPMENT TOOLS (U.S. CLS. 21, 23, 
26, 36 AND 38). 

FIRST USE 9-28-1999; IN COMMERCE 9-28-1999. 


SN 75-943,847. EMBEDDED POWER CORPORATION, HOUS- 
TON, TX. FILED 3-14-2000. 


@ Embedded Power 


THE CIRCULAR LOGO IS LINED FOR THE COLOR RED. 

FOR SOFTWARE DEVELOPMENT TOOLS (U‘S. CLS. 21, 23, 
26, 36 AND 38). 

FIRST USE 9-28-1999; IN COMMERCE 9-28-1999. 
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SN 76-001,056. EMBEDDED POWER CORPORATION, HOUS- 
TON, TX. FILED 3-14-2000. 


EMBEDDED POWER 


FOR SOFTWARE DEVELOPMENT TOOLS (U.S. CLS. 21, 23, 
26, 36 AND 38). 
FIRST USE 9-28-1999; IN COMMERCE 9-28-1999. 


SN 76-002,332. BELKIN COMPONENTS, COMPTON, CA. FILED 
3-16-2000. 


FIRESHARE 


FOR COMPUTER SECURITY UTILITIES AND GATEKEEPER 
SOFTWARE FOR USE IN PROVIDING PRIVILEGES AND NET- 
WORKING CAPABILITIES TO COMPUTER USERS FOR ACCESS 
TO COMPUTER DEVICES AND STORAGE MEDIA (U‘S. CLS. 
21, 23, 26, 36 AND 38). 


SN 76-003,945. BRILLIANT BEGINNINGS, LLC, LONG BEACH, 
CA. FILED 3-20-2000. 


BRILLIANT BEGINNINGS 


FOR SERIES OF AUDIO RECORDINGS FEATURING MUSIC 
AND INSTRUCTIONAL MATERIALS FOR CHILDREN (U.S. CLS. 
21, 23, 26, 36 AND 38). 

FIRST USE 8-16-1999; IN COMMERCE 8-16-1999. 


SN 76-005,618. Y2 MUSICA, INC., BOCA RATON, FL. FILED 
3-21-2000. 


MENUDO 


THE ENGLISH TRANSLATION OF THE SPANISH WORD 
**MENUDO” IN THE MARK IS **SMALL”’. 

FOR COMPACT DISKS AND CASSETTES FEATURING PRE- 
RECORDED MUSIC (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 3-1-1977; IN COMMERCE 6-5-1977. 


SN 76-009,207. REGIONAL PLANNING PARTNERSHIP, THE, 
PRINCETON, NJ. FILED 3-17-2000. 


GOZ 


FOR COMPUTER APPLICATION SGFTWARE FOR USE IN 
REGIONAL LAND USE PLANNING BUILD-OUT ANALYSIS 
(U.S. CLS. 21, 23, 26, 36 AND 38). 
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SN 76-012,444. 
3-29-2000. 


HPC, INC., SCHILLER PARK, IL. FILED 


KEYTRAIL 


FOR COMPUTER PROGRAM FOR USE IN ORGANIZATIONS 
AND MANAGEMENT OF DATABASES OF INFORMATION RE- 
GARDING KEYS, THEIR LOCATIONS, AND PERSONNEL AU- 
THORIZED TO HOLD THE KEYS (US. CLS. 21, 23, 26, 36 
AND 38). 

FIRST USE 6-0-1996; IN COMMERCE 6-0-1996. 


SN 76-013,021. 3DV SYSTEMS LTD., YOKNEAM ELIT, ISRAEL, 
FILED 3-30-2000. 


DEEP MIRROR 


FOR SOFTWARE FOR THE CONSTRUCTION OF 3-DIMEN- 
SIONAL IMAGES (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 76-016,206. STRUCTURED SYSTEMS & SOFTWARE, INC., 
DBA 3S8,3S NAVIGATION, IRVINE, CA. FILED 4-4-2000. 


3S NAVIGATION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**NAVIGATION”’, APART FROM THE MARK AS SHOWN. 

FOR RECEIVERS AND PROCESSING ELECTRONICS WHICH 
DETERMINE POSITION, TIME AND VELOCITY FROM NAVI- 
GATION SATELLITE SIGNALS, NAMELY, RECEIVERS, SIM- 
ULATORS, AND APPLICATION SPECIFIC INTEGRATED CIR- 
CUITS (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 5-16-1991, IN COMMERCE 9-26-1991. 


SN 76-017,070. NILES AUDIO CORPORATION, 
FILED 4-3-2000. 


MIAMI, FL. 


INTELLIJACK 


FOR AUDIO AND VIDEO INPUT CONNECTION DEVICES, 
NAMELY ELECTRICAL RECEPTORS (U.S. CLS. 21, 23, 26, 36 
AND 38). 
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SN 76-020,244. SAM VAZIRI VANCE, INC., 
FILED 4-10-2000. 


LOS ANGELES, CA. 


Amnanvnnanrene 


THE DRAWING IS LINED FOR THE COLOR GRAY. 

THE MARK CONSISTS, IN PART, OF SQUIGGLY LINES. 

FOR EYEGLASS FRAMES AND SUN GLASSES (U.S. CLS. 
21, 23, 26, 36 AND 38). 

FIRST USE 2-15-2000; IN COMMERCE 2-15-2000 


SN 76-020,580. BROADJUMP, 
4-7-2000. 


INC., AUSTIN, TX. FILED 


CORRECTCONNECT 


FOR COMPUTER COMMUNICATIONS SOFTWARE FOR AL- 
LOWING SUBSCRIBERS TO A BROADBAND COMPUTER NET- 
WORK TO RECEIVE, AND SERVICE PROVIDERS TO PROVIDE, 
REMOTE MESSAGING, TECHNICAL SUPPORT, AND IDENTI- 
FICATION OF PROBLEMS OR OUTAGES IN THE BROADBAND 
COMPUTER NETWORK (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 76-025,222. MANNESMANN DEMATIC RAPISTAN CORP., 
GRAND RAPIDS, MI. FILED 4-13-2000. 


DEMAGVIEW 


FOR COMPUTER SOFTWARE FOR USE IN DISPLAYING AND 
DIAGNOSING THE STATUS OF AND OPERATION OF MATE- 
RIAL HANDLING SYSTEMS, AND USER MANUALS SOLD AS 
A UNIT THEREWITH (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 4-27-1989; IN COMMERCE 4-27-1989. 


SN 76-027,210. ERDAS, INC., ATLANTA, GA. FILED 4-17-2000. 


PICTURE PILOT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**PICTURE”’, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER SOFTWARE AND ASSOCIATED USER 
MANUALS SOLD AS A UNIT FOR USE IN IMAGE PROC- 
ESSING, GEOGRAPHIC INFORMATION SYSTEMS AND MAP- 
PING APPLICATIONS (U.S. CLS. 21, 23, 26, 36 AND 38). 
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SN 76-028,096. ATRESERVE, INC., SANTA CRUZ, CA. FILED 
4-17-2000. 


WRAPZAP 


FOR COMPUTER SOFTWARE FOR USE IN INTERACTIVE 
SUPPORT TO WEB SITES (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 76-028,742. DECISION RESEARCH CORPORATION, HONO- 
LULU, HI. FILED 4-18-2000. 


DECISION RESEARCH 
CORPORATION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“RESEARCH CORPORATION”, APART FROM THE MARK AS 
SHOWN. 

FOR COMPUTER SOFTWARE FOR USE IN RISK MANAGE- 
MENT AND INSURANCE CLAIM MANAGEMENT TO COL- 
LECT, TRACK AND REPORT DATA CONCERNING INSUR- 
ANCE RISKS AND CLAIMS (U.S. CLS. 21, 23, 26, 36 AND 


FIRST USE 4-29-1977; IN COMMERCE 4-29-1977. 


SN 76-030,048. WMS GAMING INC., CHICAGO, 
4-18-2000. 


IL. FILED 


CASH BOX 


FOR CURRENCY AND CREDIT OPERATED SLOT MACHINES 
AND GAMING DEVICES, NAMELY, GAMING MACHINES FOR 
USE IN GAMING ESTABLISHMENTS (U.S. CLS. 21, 23, 26, 36 
AND 38). 


SN 76-031,315. AMI CONSULTANTS INCORPORATED, SUGAR 
LAND, TX. FILED 4-21-2000. 


PETROPLAN 


FOR COMPUTER SOFTWARE USED FOR SIMULATION OF 
REFINERY PROCESSES AND ECONOMIC CALCULATIONS IN 
THE FIELD OF PETROLEUM REFINING (U.S. CLS. 21, 23, 26, 
36 AND 38). 

FIRST USE 0-0-1997; IN COMMERCE 0-0-1997. 
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SN 76-031,637. PINNACLE SYSTEMS, INC., MOUNTAIN VIEW, 
CA. FILED 4-20-2000. 


STREAMFORGE 


FOR COMPUTER HARDWARE AND SOFTWARE FOR RE- 
CEIVING, ENCODING, AND TRANSMITTING PICTURES, 
VIDEO, TEXT, AUDIO AND MULTIMEDIA DATA VIA ELEC- 
TRONIC COMMUNICATIONS NETWORKS; COMPUTER HARD- 
WARE AND SOFTWARE FOR CONVERTING DIGITAL AND 
ANALOG VIDEO AND AUDIO DATA INTO DIGITAL DATA 
FOR TRANSMISSION VIA ELECTRONIC COMMUNICATIONS 
NETWORKS (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 76-031,729. PINNACLE SYSTEMS, INC., MOUNTAIN VIEW, 
CA. FILED 4-20-2000. 


STREAMFACTORY 


FOR COMPUTER HARDWARE AND SOFTWARE FOR RE- 
CEIVING, ENCODING, AND TRANSMITTING PICTURES, 
VIDEO, TEXT, AUDIO AND MULTIMEDIA DATA VIA ELEC- 
TRONIC COMMUNICATIONS NETWORKS; COMPUTER HARD- 
WARE AND SOFTWARE FOR CONVERTING DIGITAL AND 
ANALOG VIDEO AND AUDIO DATA INTO DIGITAL DATA 
FOR TRANSMISSION VIA ELECTRONIC COMMUNICATIONS 
NETWORKS (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 76-036,168. NATIONAL WATER & POWER, INC., EDINA, 
MN. FILED 4-27-2000. 


OPEN-C 


FOR COMPUTER SOFTWARE FOR MANAGING THE CUS- 
TOMER SERVICE FUNCTIONS OF A BUSINESS (U.S. CLS. 21, 
23, 26, 36 AND 38). 


SN 76-041,961. PSC, INC., WEBSTER, NY. FILED 5-5-2000. 


LINKWELL 


FOR BARCODE SCANNERS (U.S. CLS. 21, 23, 26, 36 AND 
38). 


SN 76-041,962. SPEEDVISION NETWORK, L.L.C., STAMFORD, 
CT. FILED 5-5-2000. 


SPEEDVISION 


FOR MULTIMEDIA SOFTWARE RECORDED ON CD-ROMS 
IN THE FIELD OF MOTORCYCLE AND AUTOMOBILE RACING 
(U.S. CLS. 21, 23, 26, 36 AND 38). 
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SN 76-042,104. SUPERSALE.COM, CHANHASSEN, MN. FILED 
5-3-2000. 


TURBOKEY 


FOR COMPUTER KEY MANAGEMENT SYSTEM THAT CON- 
TROLS ACCESS TO AND POSSESSION OF KEYS, COMPRISED 
OF ELECTRONIC MEMORY STORAGE CHIPS THAT MAY BE 
ATTACHED TO KEYS AND A KEY MANAGEMENT SYSTEM 
CENTRAL COMPUTER THAT INCLUDES KEY STORAGE 
HOUSING (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 76-044,721. HERCULES CHEMICAL COMPANY, INC., PAS- 
SAIC, NJ. FILED 5-9-2000. 


CLORO-DOSER 


FOR SEPTIC CHEMICAL METERING PUMP (U.S. CLS. 21, 
23, 26, 36 AND 38). 
FIRST USE 0-0-1969; IN COMMERCE 0-0-1969. 


SN 76-045,237. PFN, INC., CAMBRIDGE, MA. FILED 5-10-2000. 


FIRMLINK 


FOR COMPUTER PROGRAMS FOR USE IN CREATING AND 
MANAGING BUSINESS TO BUSINESS NETWORKS OVER 
LOCAL, NATIONAL AND GLOBAL INFORMATION NET- 
WORKS AND FOR FACILITATING THE EXCHANGE OF INFOR- 
MATION ON ELECTRONIC COMMUNICATION PLATFORMS 
(U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 76-046,310. KONAMI CO., LTD.,. TOKYO, JAPAN, FILED 
5-5-2000. 


FREE POSITION BATTLE 
SYSTEM 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“SYSTEM”’, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER GAME PROGRAMS, VIDEO OUTPUT GAME 
MACHINES FOR USE WITH TELEVISIONS, VIDEO GAME CAR- 
TRIDGES, VIDEO GAME CD ROMS, VIDEO GAMES CAR- 
TRIDGES AND CD ROMS ADAPTED FOR USE WITH TELE- 
VISION RECEIVERS AND INSTRUCTIONAL MATERIAL SOLD 
THEREWITH; JOYSTICKS AND COMPUTER GAME CONTROL- 
LERS (U.S. CLS. 21, 23, 26, 36 AND 38). 


OFFICIAL GAZETTE 


FEB 20, 2001 
CLASS 9—({Continued). 


SN 76-046,915. MICROMONITORS, INC., BEND, OR. FILED 
5-10-2000. 


TRUEGAS 


FOR INSTRUMENTS FOR MEASURING, ANALYZING, RE- 
PORTING AND MONITORING OPERATING CONDITIONS IN 
ELECTRICAL TRANSFORMERS (U.S. CLS. 21, 23, 26, 36 AND 
38). 

FIRST USE 1-0-1999; IN COMMERCE 1-0-1999. 


SN 76-048,313. PRIMERA TECHNOLOGY, INC., PLYMOUTH, 
MN. FILED 5-16-2000. 


COMPOSER 


FOR OPTICAL DISK DUPLICATOR (U.S. CLS. 21, 23, 26, 36 
AND 38). 


SN 76-048,420. PERKINELMER INSTRUMENTS LLC, NOR- 
WALK, CT. FILED 5-15-2600. 


CHOICE COLUMNS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“COLUMNS”, APART FROM THE MARK AS SHOWN. 

FOR CHROMATOGRAPHY COLUMNS (U.S. CLS. 21, 23, 26, 
36 AND 38). 


SN 76-049,036. LUXNET CORPORATION, FREMONT, CA. FILED 
5-16-2000 


LUXNET 


FOR SEMICONDUCTOR DEVICES (U.S. CLS. 21, 23, 26, 36 
AND 38). 


SN 76-052,471. SONY KABUSHIKI KAISHA, TA SONY COR- 
PORATION, SHINAGAWA-KU, TOKYO, JAPAN, FILED 
5-19-2000. 


QUIPO 


FOR FLOPPY DISCS, FLOPPY DISC DRIVES, DIGITAL STILL 
CAMERAS, PERSONAL DIGITAL ASSISTANTS (PDA’S), TELE- 
VISIONS, VIDEO TAPE PLAYERS AND RECORDERS, VIDEO 
DISC PLAYERS AND RECORDERS, CONVERTERS WHICH CAN 
COMPRESS AUDIO AND IMAGE DATA, PERSONAL COM- 
PUTERS (U.S. CLS. 21, 23, 26, 36 AND 38). 
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SN 76-052,963. STOREASE CORP., LOS ANGELES, CA. FILED 
5-22-2000. 


STOREASE 


FOR COMPUTER SERVICES (ON LINE BATCH) (U.S. CLS. 
21, 23, 26, 36 AND 38). 


SN 76-053,250. NIELSEN-KELLERMAN CO., CHESTER, PA. 
FILED 5-22-2000. 


STROKECOACH 


OWNER OF U:S. REG. NO. 1,773,499. 

FOR WATERPROOF ELECTRONIC MEASURING AND TIM- 
ING INSTRUMENTS USED TO MONITOR ROWING, PADDLING 
AND KAYAKING CONDITIONS SUCH AS TIME, SPEED, PACE, 
STROKE RATE AND STROKE COUNT (U.S. CLS. 21, 23, 26, 
36 AND 38). 

FIRST USE 1-1-1980; IN COMMERCE 1-1-1980. 


SN 76-053,252. MANHATTAN ASSOCIATES INC., ATLANTA, 
GA. FILED 5-22-2000. 


DRIVING THE NEW E- 


SUPPLY CHAIN 


FOR COMPUTER SOFTWARE FOR MANAGING A SUPPLY 
CHAIN OF GOODS AND MATERIALS (U.S. CLS. 21, 23, 26, 
36 AND 38). 


SN 76-054,472. MADE E-Z PRODUCTS, 
BEACH, FL. FILED 5-22-2000. 


INC., DEERFIELD 


FORM KING 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**FORM’’, APART FROM THE MARK AS SHOWN. 

FOR DOWNLOADABLE ELECTRONIC PUBLICATIONS IN 
THE NATURE OF SAMPLE BUSINESS FORMS (U.S. CLS. 21, 
23, 26, 36 AND 38). 


SN 76-055,351. CLEMENT, JEAN, HOLLY, MI. FILED 5-24-2000 


CAT BOX 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“*CAT", APART FROM THE MARK AS SHOWN. 

FOR PRE-RECORDED VIDEOTAPES FEATURING ANIMALS, 
PETS, ANIMAL CARE AND PET CARE (U.S. CLS. 21, 23, 26, 
36 AND 38). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 76-055,396. DIALRESULTS, INC., FLAGSTAFF, AZ. FILED 
5-24-2000. 


DIALRESULTS 


FOR COMPUTERS AND COMPUTER PROGRAMS FOR OPER- 
ATING CALL CENTER AND FOR TELEMARKETING CENTERS, 
AND PARTS THEREFOR, NAMELY, MONITORS, CPUS, VOICE 
PROCESSING COMPUTER CIRCUIT BOARDS, AND SOFTWARE 
THEREFOR, AND DATABASE MANAGEMENT SOFTWARE FOR 
CALL CENTERS AND TELEMARKETING CENTERS (U.S. CLS. 
21, 23, 26, 36 AND 38). 

FIRST USE 5-18-2000; IN COMMERCE 5-18-2000. 


SN 76-055,602. EMBARCADERO TECHNOLOGIES, INC., SAN 
FRANCISCO, CA. FILED 5-24-2000. 


DT/STUDIO 


FOR COMPUTER SOFTWARE FOR USE IN CHANGING THE 
TYPE OR LENGTH OF DATA ACCORDING TO SPECIFIC 
RULES AS DATA IS MOVED BETWEEN DATABASES AND 
OTHER COMPUTER PROGRAMS (U.S. CLS. 21, 23, 26, 36 AND 
38). 


SN 76-055,962. EDWARDS SYSTEMS TECHNOLOGY, INC., 
CHESHIRE, CT. FILED 5-19-2000. 


ABC LOGIC 


FOR AIR QUALITY SENSORS (U.S. CLS. 21, 23, 26, 36 AND 
38). 


SN 76-055,998. LOGICAD3D GMBH, D-82229 SEEFELD, FED 
REP GERMANY, FILED 5-26-2000. 


CADMAN 


FOR SINGLE-HAND INPUT DEVICE USED TO CONTROL 
THREE DEGREES OF FREEDOM OF ROTATION AND THREE 
DEGREES OF FREEDOM OF TRANSLATION IN 3-D COM- 
PUTER GRAPHICS OBJECTS, SUCH AS FOR CAD CONSTRUC- 
TION, CAD SIMULATION AND ANIMATION, ARCHITECTURE, 
BIOLOGY, CHEMISTRY, VIDEO PROCESSING AND VIDEO AN- 
IMATION, AS WELL AS COMPUTER GAMES (U.S. CLS. 21, 
23, 26, 36 AND 38). 


SN 76-056,119. SONGBOY.COM, INC., PALO ALTO, CA. FILED 
5-23-2000. 


SONGJONES 


FOR DIGITAL MUSIC PLAYERS; DIGITAL MUSIC PLAYER 
CARTRIDGES FOR USE WITH HANDHELD GAME SYSTEMS 
(U.S. CLS. 21, 23, 26, 36 AND 38). 
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SN 76-056,124. SONGBOY.COM, INC., PALO ALTO, CA. FILED 
5-23-2000 


SONGTOY 


FOR DIGITAL MUSIC PLAYERS; DIGITAL MUSIC PLAYER 
CARTRIDGES FOR USE WITH HANDHELD GAME SYSTEMS 
(U.S. CLS. 21, 23, 26, 36 AND 38) 


SN 76-056,.859. VOYETRA TURTLE BEACH, INC., YONKERS, 
NY. FILED 5-25-2000. 





digital intertainment systems 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“DIGITAL”* AND ““SYSTEMS’’, APART FROM THE MARK AS 
SHOWN 

THE STIPPLING IS FOR SHADING PURPOSES ONLY AND 
DOES NOT INDICATE COLOR. 

FOR COMPUTER PERIPHERALS FOR CONNECTING PER- 
SONAL COMPUTERS TO CONSUMER ELECTRONICS HOME 
ENTERTAINMENT PRODUCTS (U.S. CLS. 21, 23, 26, 36 AND 
38). 


SN 76-056,942. SANBOLIC, INC., 
5-26-2000. 


SOMERVILLE, MA. FILED 


SANBOLIC 


FOR COMPUTER SOFTWARE USED TO MANAGE THE 
STORAGE AND SHARING OF INFORMATION ON DISK AR- 
RAYS AND DISK DRIVES USING FIBEROPTIC AND OTHER 
NETWORK SYSTEMS (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 76-057,101. KONAMI CO, LTD., MINATO-KU, TOKYO 
105-6021, JAPAN, FILED 5-25-2000. 


DRIVING PARTY 


FOR COMPUTER GAMES; VIDEO GAME CARTRIDGES; 
VIDEO AND COMPUTER GAME SOFTWARE RECORDED ON 
CD-ROMS AND INSTRUCTIONAL MATERIAL SOLD THERE- 
WITH; COMPUTER GAME JOYSTICKS; VIDEO GAME 
JOYSTICKS (U.S. CLS. 21. 23, 26, 36 AND 38). 


OFFICIAL GAZETTE 
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SN 76-061.431. MENTOR TECHNOLOGIES GROUP, INC., AN- 
NAPOLIS, MD. FILED 5-23-2000. 


VPOWERED 


FOR COMPUTER SOFTWARE FOR USE IN HANDS-ON 
TRAINING AND LAB EXERCISES IN THE FIELD OF COM- 
PUTER NETWORKS (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 76-062,261. VETRONIX CORPORATION, INC., SANTA BAR- 
BARA, CA. FILED 6-5-2000. 


WROC 


FOR COMPUTER SOFTWARE APPLICATION TO ALLOW A 
VEHICLE FLEET MANAGER’S CONSOLE TO DISPLAY FLEET 
VEHICLE DATA IN REAL TIME, TO CAPTURE FLEET VEHI- 
CLE DATA IN A REPORT, AND TO ALLOW THE FLEET MAN- 
AGERS TO MONITOR AND CONTROL THE FLEET VEHICLES 
(U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 76-062,447. OMNIGON INTERNATIONAL, LTD., CARLSBAD, 
CA. FILED 6-5-2000. 


PROPH-IT 


FOR COMPUTER SOFTWARE, NAMELY TECHNOLOGY 
USING A MATHEMATICAL PARADIGM FOR ORGANIZING, 
REPRESENTING, AND SECURING INFORMATION (U.S. CLS. 
21, 23, 26, 36 AND 38). 


SN 76-062,911. ILLINOIS TOOL WORKS INC., GLENVIEW, IL. 
FILED 6-2-2000. 


SWITCH-CON 


FOR ELECTRICAL CONNECTORS (U.S. CLS. 21, 23, 26, 36 
AND 38). 
FIRST USE 4-18-2000; IN COMMERCE 4-18-2000. 


SN 76-062,928. OHAUS CORPORATION, FLORHAM PARK, NJ. 
FILED 5-19-2000. 


TROOPER 


FOR SCALES (U.S. CLS. 21, 23, 26, 36 AND 38). 
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SN 76-065,381. BLANKS, WILLIE R., ERIE, PA. FILED 6-8-2000. 


WIL-LI-NETICS 


FOR PRE-RECORDED VIDEOTAPES, AUDIO CASSETTES 
AND VIDEO CASSETTES, ALL FEATURING PHYSICAL FIT- 
NESS INSTRUCTION, NUTRITION EDUCATION, PERSONAL 
TRAINING, AEROBICS, STEP AEROBICS, FLOOR EXERCISES, 
WEIGHTLIFTING TRAINING AND RESISTANCE TRAINING 
(U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 2-14-2000; IN COMMERCE 2-14-2000. 


SN 76-066,094. ALERTSOFT, INC.. MENLO PARK, CA. FILED 
6-8-2000. 


ALERTSCREEN 


FOR COMPUTER SOFTWARE THAT AGGREGATES, PROC- 
ESSES AND RESPONDS TO ELECTRONIC ALERT SIGNALS 
THAT ARE GENERATED BY THIRD PARTY COMPUTER SOFT- 
WARE PROGRAMS IN RESPONSE TO ACTIVITIES ON COM- 
PUTER SYSTEMS OR COMPUTER NETWORKS (U.S. CLS. 21, 
23, 26, 36 AND 38). 


SN 76-067,354. COMSIS MOBILITY SERVICES, INC., DBA 
INTELITRAN, BETHEL PARK, PA. FILED 6-9-2000. 


TRANSITPRO 


FOR COMPUTER SOFTWARE AND COMPUTER MANUALS 
SOLD AS A UNIT FOR PROVIDING INFORMATION ON FIXED- 
ROUTE TRANSIT SYSTEMS (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 10-0-1999; IN COMMERCE 10-0-1999. 


SN 76-067,577. BEYONDHERE, INC., WILMINGTON, DE. FILED 
6-9-2000. 


MEDIACART 


FOR COMPUTER SOFTWARE, NAMELY DEVELOPMENT 
TOOLS FOR USE IN CONSTRUCTION AND OPERATION OF 
WEB PAGES ACCESSED VIA LOCAL AND GLOBAL COM- 
PUTER NETWORKS, INCLUDING DEVELOPMENT TOOLS FOR 
USE IN THE GATHERING, ORGANIZATION, CLASSIFICATION, 
AND SEQUENCING OF DIGITAL MEDIA (U.S. CLS. 21, 23, 26, 
36 AND 38). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 76-067,935. DIGITALCONVERGENCE.:COM INC., DALLAS, 
TX. FILED 6-12-2000. 


ENGINEERING YOUR 
DIGITAL FUTURE 


FOR COMPUTER SOFTWARE FOR AUDIBLY CONTROLLING 
A COMPUTER AND THE OPERATION THEREOF, NAMELY 
SOFTWARE TO RECEIVE INFORMATION EMBEDDED WITHIN 
AN ENCODED AUDIBLE TONE FOR CONTROLLING THE OP- 
ERATION OF A COMPUTER IN ACCORDANCE WITH THE IN- 
FORMATION ENCODED WITHIN THE AUDIBLE TONE TO 
LAUNCH A USER'S COMPUTER TO A WEB SITE ON THE 
GLOBAL COMPUTER NETWORK; KEYSTROKE AUTOMATION 
APPARATUS, NAMELY A BAR CODE READER, WHICH READS 
ENCODED IMAGES ON MAGAZINES, NEWSPAPERS, AND 
OTHER PUBLICATIONS AND/OR PRODUCTS AND INTER- 
FACES WITH A SOFTWARE PROGRAM TO LAUNCH A USER’S 
COMPUTER TO A WEB SITE ON THE GLOBAL COMPUTER 
NETWORK (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 76-073,500. DATA IMPACT SOFTWARE, LLC, ANN ARBOR, 
MI. FILED 6-19-2000. 


IEP EXPRESS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“‘IEP’’, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER SOFTWARE FOR USE IN PREPARING INDI- 
VIDUAL EDUCATION PLANS FOR SPECIAL EDUCATION STU- 
DENTS (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 12-1-1999; IN COMMERCE 1-1-2000. 


SN 78-000,197. ANSELL SIMPLEX TICKET COMPANY, INC, 
CINCINNATI, OH. FILED 3-21-2000. 


RADIOBAND 


FOR FLEXIBLE WRISTBAND CONTAINING AN ENCODED 
ELECTRONIC CHIP CONTAINING PROGRAMMING USED FOR 
REVENUE CONTROL, ADMISSIONS CONTROL OR IDENTI- 
FICATION IN HOSPITALS OR OTHER SIMILAR APPLICATIONS 
(U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 78-000,273. QUICK COM AG, ZUG, SWITZERLAND, FILED 


3-21-2000. 


FOR COMPUTER HARDWARE (U.S. CLS. 21, 23, 26, 36 AND 
38). 





TM 150 


CLASS 9—~Continued). 


SN 78-000,987. SYNOVIAL, INC., PALO ALTO, CA. FILED 
3-25-2000 


SYNOVIAL 


FOR COMPUTER SOFTWARE USED WITH A MOBILE AND 
WIRELESS COMPUTING DEVICE FOR THE DELIVERY AND 
PRESENTATION OF MULTIMEDIA CONTENT (U.S. CLS. 21, 
23, 26, 36 AND 38). 


SN 78-001,144. LUCENT TECHNOLOGIES INC., MURRAY HILL, 
NJ. FILED 3-27-2000. 


TITANIA 


FOR POWER SUPPLIES FOR TELECOMMUNICATIONS AND 
ELECTRONIC DATA PROCESSING PRODUCTS (U.S. CLS. 21, 
23. 26, 36 AND 38) 


SN 78-002,675. LUCENT TECHNOLOGIES INC., MURRAY HILL, 
NJ. FILED 4-5-2000. 


WEBLIGHTNING 


FOR COMPUTER HARDWARE AND SOFTWARE FOR USE 
IN CONNECTION WITH INCREASING THE SPEED CAPABILI- 
TIES OF A USER’S WEB BROWSER (USS. CLS. 21, 23, 26, 36 
AND 38). 


SN 78-002,835. WONG, TAK YIN, WOLLASTON, MA. FILED 
4-6-2000 


GO4TECHNOLOGY 


FOR COMMUNICATION SERVERS 
WARE] (U.S. CLS. 21, 23, 26, 36 AND 38). 


[COMPUTER HARD- 


SN 78-002,844. SONIC FOUNDRY, INC., MADISON, WI. FILED 
4-6-2000. 


VISCOSITY 


FOR COMPUTER SOFTWARE FOR CREATING AND EDITING 
DIGITAL VIDEO FILES, INCLUDING DISTRIBUTION OVER 
GLOBAL COMPUTER NETWORKS (U.S. CLS. 21, 23, 26, 36 
AND 38). 


OFFICIAL GAZETTE 
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SN 78-003,500. LAZAROV, STEVE, A., MEMPHIS, TN. FILED 
4-11-2000. 


ALASTIC 


FOR COMPUTER SOFTWARE, NAMELY, A PROGRAM- 
MABLE DATABASE UTILIZING A SCRIPTING LANGUAGE 
AND APPLICATIONS GENERATOR FOR MANAGING AND 
TRACKING INVENTORY, FOR AUTOMATING FINANCIAL 
FUNCTIONS, NAMELY, GENERAL LEDGER, PAYROLL, 
PAYABLES AND ACCOUNTS RECEIVABLES AND FOR GEN- 
ERAL BUSINESS FUNCTIONS, NAMELY INVENTORY ASSET 
AND PROPERTY MANAGEMENT. (U.S. CLS. 21, 23, 26, 36 AND 
38). 


SN 78-017,346. DIGITALSOFT CORP., EAST WINDSOR, NJ. 
FILED 7-19-2000. 


CARAMEL 


FOR GLOBAL COMPUTER NETWORK APPLICATION 
FRAMEWORK SOFTWARE FOR THE DEVELOPMENT OF 
GLOBAL COMPUTER NETWORK SOFTWARE APPLICATIONS, 
FOR WEBSITE HOSTING, NAMELY, CREATING, DESIGNING, 
CUSTOMIZING, IMPLEMENTING, MAINTAINING, AND MAN- 
AGING WEB PAGES AND WEB SITES AND FOR PROVIDING 
E-MAIL CAPABILITY, CHAT ROOM CAPABILITIES, CONTENT 
SUBSCRIBING AND PUBLISHING CAPABILITIES, GAME CA- 
PABILITIES AND PERSONAL AND BUSINESS DATA STORAGE 
CAPABILITIES AT WEBSITES AND FOR THE MANAGEMENT 
OF GLOBAL COMPUTER NETWORK APPLICATIONS AND 
GLOBAL COMPUTER NETWORK SERVICES, NAMELY, FOR 
SCHEDULING IN THE NATURE OF TESTING, ANALYZING 
AND PREDICTING THE OPERATIONAL NEEDS OF ELEC- 
TRONIC COMMUNICATIONS NETWORKS FOR THE CONTROL, 
MANAGEMENT, AND DELIVERY VERIFICATION OF ON-LINE 
SERVICES, FOR CONTROLLING ACCESS TO AND SECURING 
APPLICATIONS ACCESSED VIA ELECTRONIC COMMUNICA- 
TIONS NETWORKS AND FOR BUSINESS TO BUSINESS 
TRANSACTIONS IN THE NATURE OF CREATING, INTE- 
GRATING AND HOSTING ELECTRONIC COMMERCE SERV- 
ICES BY RECEIVING AND PROCESSING ONLINE ORDERS ON 
A SECURE SERVER (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 10—MEDICAL APPARATUS 


SN 75-S01,354. PRESBY CORP., DALLAS, TX. FILED 6-12-1998. 


PRESBY 


FOR MEDICAL DEVICES, NAMELY, OPHTHALMIC PROS- 
THETIC DEVICES IN THE NATURE OF EYE PROSTHESES AND 
SCLERAL SHELLS AND BANDS (U.S. CLS. 26, 39 AND 44). 

FIRST USE 12-15-1996; IN COMMERCE 12-15-1996. 
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SN 75-556,694. MEDIMEX HOLFELD GMBH & CO., D-22041 
HAMBURG, FED REP GERMANY, FILED 9-22-1998. 


EPISTAR 


OWNER OF FED REP GERMANY REG. NO. 1160433, DATED 
6-26-1990, EXPIRES 2-28-2010. 

FOR MEDICAL APPLIANCES FOR EPIDURAL-ANALGESIA 
AND FOR THE TREATMENT OF REGIONAL ANESTHESIA (U.S. 
CLS. 26, 39 AND 44). 


SN 75-577,066. KONINGS MACHINEFABRIEK B.V., SWALMEN, 
NETHERLANDS, FILED 10-26-1998. 


E-ARM 


PRIORITY CLAIMED UNDER SEC. 44(D) ON ERPN CMNTY 
TM OFC APPLICATION NO. 000816413, FILED 5-6-1998, REG. 
NO. 816413, DATED 1-6-1999, EXPIRES 1-6-2009. 

FOR X-RAY MACHINES FOR MEDICAL PURPOSES AND 
PARTS, FITTINGS AND ACCESSORIES THEREFORE, SOLD AS 
A UNIT (U.S. CLS. 26, 39 AND 44). 


SN 75-678,616. LOUBSER, PAUL G., SUGARLAND, TX. FILED 
4-9-1999. 


} ittual 
_ 
R eservoir 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“VENOUS RESERVOIR”, APART FROM THE MARK AS 
SHOWN. 

FOR MEDICAL APPARATUS, NAMELY, APPARATUS FOR 
AUTOLOGOUS BLOOD CONSERVATION AND FOR A CLOSED 
CIRCUIT SYSTEM FOR RECYCLING BLOOD BEFORE, DUR- 
ING, AND AFTER SURGERY (U.S. CLS. 26, 39 AND 44). 
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SN 75-741,147. PARK, SANG-KYOO, SEOUL 157-200, REPUB- 
LIC OF KOREA, FILED 7-1-1999. 


CERAGEM 


FOR MEDICAL INSTRUMENTS, NAMELY, MOXIBUSTION 
THERAPEUTIC INSTRUMENTS, INFRARED LAMP THERA- 
PEUTIC INSTRUMENTS, KNEADERS, SPHYGMOMANOM- 
ETERS, ELECTROCARDIOGRAPHS, THERMAL APPARATUS 
FOR ABSORBING BAD BLOOD, ABDOMINAL BELTS, 
SPONDYL ORTHOPEDIC THERMAL APPARATUS AND 
ULTRASOUND THERAPY UNITS (U.S. CLS. 26, 39 AND 44). 


SN 75-755,375. LEE, JAMES G., JR., LAWRENCEVILLE, GA. 
FILED 8-16-1999. 


ILLUMINATOR SOLUTIONS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**ILLUMINATOR”’, APART FROM THE MARK AS SHOWN. 

THE MARK CONSISTS OF TWO WORDS, UPPER CASE SEN- 
SITIVE FOR THE FIRST LETTER OF EACH WORD, ILLU- 
MINATOR SOLUTIONS”’. 

FOR X-RAY FILM ILLUMINATORS, WHICH ARE LIGHT FIX- 
TURES SPECIFICALLY DESIGNED FOR VIEWING X-RAY 
FILMS OR SIMILAR MEDICAL IMAGES SUCH AS CT OR MRI 
FILMS (U.S. CLS. 26, 39 AND 44). 


SN 75-796,590. CRITICARE SYSTEMS, INC., WAUKESHA, WI. 
FILED 9-10-1999. 


DPT 


OWNER OF U.S. REG. NO. 2,252,808. 

FOR MEDICAL PATIENT MONITORS FOR MONITORING 
PHYSIOLOGICAL CONDITIONS, NAMELY, BLOOD PRESSURE, 
HEART RATE, ELECTRICAL ACTIVITY IN THE HEART, AND 
OXYGEN LEVELS IN THE BLOOD (U.S. CLS. 26, 39 AND 44). 


SN 75-796,594. CRITICARE SYSTEMS, INC., WAUKESHA, WI. 
FILED 9-10-1999. 


MPT-IV 


OWNER OF U.S. REG. NO. 2,252,808. 

FOR MEDICAL PATIENT MONITORS FOR MONITORING 
PHYSIOLOGICAL CONDITIONS, NAMELY, BLOOD PRESSURE, 
HEART RATE, ELECTRICAL ACTIVITY IN THE HEART, AND 
OXYGEN LEVELS IN THE BLOOD (U.S. CLS. 26, 39 AND 44). 
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SN 75-846.679. ANDRADE, JOSEPH R., SCARSDALE, NY. FILED 
11-12-1999 


FN 
S Bocsen ZONE, SPACER. 


THE MARK IS LINED FOR THE COLOR BLUE. 

FOR INHALERS FOR THERAPEUTIC USE, SOLD EMPTY 
AND PARTS THEREFORE ATTACHMENTS FOR INHALERS, 
SOLD EMPTY (U.S. CLS. 26, 39 AND 44) 


SN 75-955,333. SEREFLEX ERGONOMIC PRODUCTS, INC 
OWINGS MILLS, MD. FILED 3-7-2000 


PRESSURE PAL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**PRESSURE”’, APART FROM THE MARK AS SHOWN 

FOR PADS, CONTAINING A VISCOUS FLUID, FOR USE TO 
RELIEVE PRESSURE ON VARIOUS PORTIONS OF THE 
HUMAN BODY (US. CLS. 26, 39 AND 44) 


SN 75-955,451. NOVEN PHARMACEUTICALS, INC., MIAMI, FL. 
FILED 3-8-2000 


ACCUPLY 


FOR PULL-TABS SOLD AS AN INTEGRAL COMPONENT 
WITH A TRANSDERMAL OR TRANSMUCODAL PATCH TO RE- 
MOVE THE RELEASE LINERS OF SAID PATCHES (U.S. CLS. 
26, 39 AND 44). 


SN 75-955.467. NOVEN PHARMACEUTICALS, INC., MIAMI, FL. 
FILED 3-8-2000. 


ACCUFIX 


FOR PULL-TABS SOLD AS AN INTEGRAL COMPONENT 
WITH A TRANSDERMAL OR TRANSDERMUCOSAL PATCH TO 
REMOVE THE RELEASE LINERS OF SAID PATCHES (U.S. CLS. 
26, 39 AND 44). 


SN 76-010,795. HUDSON, ALAN P., 
3-28-2000. 


JACKSON, TN. FILED 


STONE EJECTOR 


FOR DENTAL INSTRUMENTS, NAMELY INSTRUMENTS FOR 
CLEANING DENTAL ARTICULATORS (U.S. CLS. 26, 39 AND 
44). 


OFFICIAL GAZETTE 
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SN 76-012.835. LABORIE MEDICAL TECHNOLOGIES CORP., 
WILLISTON, VT. FILED 3-29-2000. 


DORADO 


FOR MEDICAL DIAGNOSTIC APPARATUS, NAMELY, 
UROLOGICAL AND URODYNAMIC PROCESSORS, ANA- 
LYZERS, MONITORS AND STIMULATORS (U.S. CLS. 26, 39 
AND 44). 


SN 76-014,788. TELEFLEX INCORPORATED, 
FILED 3-30-2000. 


LIMERICK, PA. 


GUIDE-FLEX 


FOR STEERING HANDLE FOR USE WITH CATHETERS TO 
INCREASE TRACKABILITY FOR LOCAL DRUG DELIVERY, 
ENERGY SOURCE DELIVERY, MECHANICAL AND 
REVASCULARIZATION (U.S. CLS. 26, 39 AND 44). 


SN 76-023,283. SURGICAL DIFFUSION SA, 
ETIENNE, FRANCE, FILED 4-11-2000. 


42000 SAINT 


PRORING 


OWNER OF FRANCE REG. NO. 99801783, DATED 7-5-1999, 
EXPIRES 7-5-2009. 

FOR GASTROPLASTIC RINGS APPLIED TO OBESITY SUR- 
GERY (U.S. CLS. 26, 39 AND 44). 


SN 78-001,090. WALKERMOBILE CORPORATION, MONTREAL, 


QUEBEC, FILED 3-27-2000. 


WALKERMOBILE 


FOR INVALID WALKER THAT MAY ALSO BE USED AS 
A WHEELCHAIR (US. CLS. 26, 39 AND 44). 


SN 78-001,140. BIO-TEK 
FILED 3-27-2000. 


INSTRUMENTS, WINOOSKI, VT. 


RIGIDSCAN 


FOR INSTRUMENT FOR VERIFICATION OF FIDELITY OF 
RIGID ENDOSCOPES (U.S. CLS. 26, 39 AND 44). 
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SN 78-015,011. JOEL M. KOHN, SAN FRANCISCO, CA. FILED 
6-29-2000. 


RELIEFBRIEF 


FOR ORTHOPEDIC SUPPORTS (U.S. CLS. 26, 39 AND 44). 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


SN 75-485,295. HORNBEAM IVY LIMITED, SOMERSET BAI1 
1EA, UNITED KINGDOM, FILED 5-14-1998. 


HOLLYS OF BATH 


OWNER OF U.S. REG. NO. 2,075,224. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**BATH”™, APART FROM THE MARK AS SHOWN. 

FOR BATH, SHOWER AND/OR SINK FITTINGS OR PLUMB- 
ING FIXTURES, NAMELY, SPOUTS, TAPS, BATH AND SHOW- 
ER HEADS, HOSES AND CRADLES FOR HAND SHOWER 
HEADS, BATH AND SHOWER WATER DIVERTERS, HOT AND 
COLD WATER MIXERS, PIPES, WATER VALVES, WALL- 
MOUNTED RAILS, SHELVES, HOOKS, VALVES, BASKETS, 
PROJECTING ARMS FOR SHOWER HEADS; WASTE WATER 
FITTINGS, NAMELY, FLANGES, CHAINS AND POP UP LE- 
VERS; MANUALLY OPERATED VALVES CONTROLLING THE 
FLOW OF HOT AND COLD WATER; KITS CONTAINING WALL 
VALVES, SPOUTS, OUTLET PIPES, HAND SHOWERS AND 
HOSES; KITS CONTAINING SHOWER HEADS, HOSES, SLIDING 
RAILS FOR SHOWER HEADS, MANUALLY OPERATED 
VALVES CONTROLLING THE FLOW OF HOT AND COLD 
WATER, CONTROL VALVES AND TAPS (US. CLS. 13, 21, 23, 
31 AND 34). 


SN 75-485,516. GOODMAN MANUFACTURING COMPANY, L.P., 
HOUSTON, TX. FILED 5-14-1998. 


FRANKLIN ELECTRIC 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**ELECTRIC’’, APART FROM THE MARK AS SHOWN 

FOR REFRIGERATORS, MICROWAVE OVENS FOR COOK: 
ING, CLOTHES DRYERS, STOVE TOPS FOR COOKING, COOK- 
ING OVENS FOR COMMERCIAL AND DOMESTIC USE, AND 
GAS AND GAS ELECTRIC RANGES (U.S. CLS. 13, 21, 23, 31 
AND 34). 


SN 75-597,153. ANGELO LIGHTING CO., INC., PHILADELPHIA, 
PA. FILED 11-30-1998. 


CHATEAU 


FOR ELECTRIC LIGHTING FIXTURES (U.S. CLS. 13, 21, 23, 
31 AND 34). 
FIRST USE 6-0-1997; IN COMMERCE 6-0-1997. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 11—(Continued). 


SN 75-704,001. MASTER SPAS, INC., FORT WAYNE, IN. FILED 
5-13-1999. 


MASTER SPAS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“SPAS’’, APART FROM THE MARK AS SHOWN. 

FOR PORTABLE SPAS IN THE NATURE OF HEATED POOLS 
(U.S. CLS. 13, 21, 23, 31 AND 34). 

FIRST USE 0-0-1996; IN COMMERCE 0-0-1996. 


SN 75-758,385. 
7-23-1999. 


IVELICH, SANDY, BERKELEY, CA. FILED 


BlueSky Western 


THE DRAWING IS LINED FOR THE COLOR(S) BLUE. 
FOR ELECTRIC NIGHT LIGHTS AND DECORATIVE LAMP 
SHADES (U.S. CLS. 13, 21, 23, 31 AND 34). 


SN 75-762,297. 
7-28-1999. 


WIKO, LTD., ORLAND PARK, IL. FILED 


af f/f 


a1 


OWNER OF U.S. REG. NOS. 2,214,947 AND 2,215,024. 

THE STIPPLING SHOWN IN THE DRAWING IS A FEATURE 
OF THE MARK AND iS NOT INTENDED TO INDICATE COLOR. 

FOR ELECTRIC LIGHT BULBS FOR DISPLAY LIGHTING 
(U.S. CLS. 13, 21, 23, 31 AND 34). 
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SN 75-793,363. HILL-ROM COMPANY, INC., BATESVILLE, IN. 
FILED 9-7-1999. 


RESIDENTLITE 


OWNER OF U.S. REG. NO. 2,177,286. 

FOR LIGHTS AND LAMPS USED IN HOSPITAL ROOMS OR 
NURSING HOMES TO PROVIDE GENERAL ROOM LIGHTING 
(U.S. CLS. 13, 21, 23, 31 AND 34). 


SN 75-811,001. TELEDYNE INDUSTRIES, INC., DBA ELEDYNE 
WATER PIK, LOS ANGELES, CA. FILED 9-29-1999. 


MISTING SPRAY SHOWER 
HEAD BY TELEDYNE 
WATER PIK 


OWNER OF U.S. REG. NO. 1,851,408. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
““MISTING SPRAY SHOWER HEAD", APART FROM THE 
MARK AS SHOWN. 

FOR SHOWER HEADS (U.S. CLS. 13, 21, 23, 31 AND 34). 


SN 75-827,002. BEST MANAGEMENT PRODUCTS, INC., LYME, 
CT. FILED 10-20-1999. 


SNOUT 


FOR DEBRIS AND OIL SEPARATORS AND FLOW 
RESTRICTORS FOR ROAD CATCH BASINS (U.S. CLS. 13, 21, 
23, 31 AND 34). 

FIRST USE 1-0-1999, IN COMMERCE 1-0-1999. 


SN 75-838,953. ELJER PLUMBINGWARE, INC., DALLAS, TX. 
FILED 11-2-1999. 


THOSE WHO KNOW 
BETTER, KNOW ELJER 


OWNER OF U.S. REG. NOS. 1,743,012 AND 1,931,929. 

FOR PLUMBING FIXTURES, NAMELY BATHTUBS, BIDETS, 
DRINKING FOUNTAINS, FAUCETS, FLUID CONTROL VALVES, 
LAUNDRY TRAYS, LAVATORIES, RECEPTORS, SHOWERS, 
SINKS, TOILETS, URINALS, WHIRLPOOL BATHS AND WHIRL- 
POOL SPAS, FOR RESIDENTIAL, COMMERCIAL AND INSTITU- 
TIONAL USE (U.S. CLS. 13, 21, 23, 31 AND 34). 
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CLASS 11—(Continued). 


SN 75-855,976. LL BUILDING PRODUCTS INC., WAYNE, NJ. 
FILED 11-22-1999. 


PLUG ’N COOL 


FOR POWER-DRIVEN VENTILATORS FOR INSTALLATION 
IN BUILDINGS (U.S. CLS. 13, 21, 23, 31 AND 34). 


SN 75-869,108. FUSION LIGHTING, INC., ROCKVILLE, MD. 
FILED 12-10-1999. 


THE BRIGHT ONE! 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**BRIGHT”’, APART FROM THE MARK AS SHOWN. 
FOR ELECTRIC LAMPS (U.S. CLS. 13, 21, 23, 31 AND 34). 


SN 75-872,422. ZOELLER COMPANY, LOUISVILLE, KY. FILED 
12-15-1999. 


TRU FLOW 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*‘FLOW"’, APART FROM THE MARK AS SHOWN. 

FOR COMPONENT USED IN A WASTE WATER TREATMENT 
SYSTEM, NAMELY A DISTRIBUTION BOX IN THE NATURE 
OF A SEPARATOR FOR THE DISTRIBUTION OF WASTE 
WATER FLOWING FROM A GRAVITY-FED SEPTIC TANK (U.S. 
CLS. 13, 21, 23, 31 AND 34). 


SN 75-886,793. FRAGEMA, 69006 LYON, FRANCE, FILED 
1-5-2000. 


ROBUST FUEL 


OWNER OF FRANCE REG. NO. 99.787.839, DATED 4-24-1999, 
EXPIRES 4-24-2009. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**FUEL”’, APART FROM THE MARK AS SHOWN. 

FOR NUCLEAR FUEL ASSEMBLY FOR LIGHT WATER NU- 
CLEAR REACTOR (U.S. CLS. 13, 21, 23, 31 AND 34). 


SN 75-890,366. BALL, JEFFREY, SUTHERLIN, OR. FILED 
1-9-2000. 


ADVANTEX 


FOR MODULE FOR ON SITE TREATMENT OF DOMESTIC 
WASTEWATER, NAMELY, WASTEWATER PURIFICATON 
UNITS (U.S. CLS. 13, 21, 23, 31 AND 34). 
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SN 75-913,094. THERMAL CORP., GEORGETOWN, DE. FILED 
2-3-2000. 


THERMA-TOWER 


FOR COMPONENTS AND PARTS FOR THE COOLING AND 
HEATING OF EQUIPMENT - NAMELY, HEAT PIPES AND HEAT 
EXCHANGERS (U.S. CLS. 13, 21, 23, 31 AND 34). 

FIRST USE 1-28-2000; IN COMMERCE 1-28-2000. 


SN 75-913,944. GUANGDONG KELON (RONGSHENG) GROUP 
COMPANY LIMITED, SHUN DE CITY, GUANGDONG PROV- 
INCE, CHINA, FILED 2-9-2000. 
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THE LINING IS A FEATURE OF THE MARK AND DOES 
NOT INDICATE COLOR. 

FOR REFRIGERATED BEVERAGE DISPENSING UNITS; RE- 
FRIGERATED MERCHANDISE DISPLAY CASES; REFRIG- 
ERATED SHIPPING CONTAINERS; REFRIGERATED TRAILERS; 
REFRIGERATORS, FREEZERS; WALK-IN FREEZERS; PORT- 
ABLE ELECTRIC HEATERS; PORTABLE TUBULAR ELECTRIC 
HEATERS; KEROSENE HEATERS: HOT WATER HEATERS; 
ELECTRIC RADIATORS FOR HEATING BUILDINGS, VEN- 
TILATING FANS FOR HOUSEHOLD USE; AIR CONDITIONERS, 
OVEN VENTILATION HOODS; VENTILATING LOUVERS; AIR 
CONDITIONING UNITS; AIR CONDITIONING FILTERS; ELEC- 
TRIC FANS; CEILING FANS, COMMERCIAL COOKING OVENS; 
DOMESTIC COOKING OVENS; COFFEE ROASTING OVENS; 
ELECTRIC TOASTER OVENS; MICROWAVE OVENS FOR 
COOKING; ELECTRIC RICE COOKERS; ELECTRIC DEEP DRY- 
ERS; DOMESTIC ELECTRIC APPLIANCES, NAMELY, 
FRYPANS, ELECTRIC RANGES, GAS RANGES, ELECTRIC HOT 
PLATES, ELECTRIC WATER HEATING POTS, HANDHELD 
ELECTRIC HAIR DRYERS, STATIONARY HAIR DRYERS FOR 
DOMESTIC USE, AND STATIONARY HAIR DRYERS FOR COM- 
MERCIAL USE (U.S. CLS. 13, 21, 23, 31 AND 34). 


SN 75-921,635. RK2 SYSTEMS, INC., ESCONDIDO, CA. FILED 
2-17-2000. 


RK2 SYSTEMS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**SYSTEMS’’, APART FROM THE MARK AS SHOWN. 

FOR WATER FILTRATION SYSTEMS CONSISTING OF FLU- 
IDIZED BEDS, IN THE NATURE OF A BED OF FILTERS 
THROUGH WHICH WATER IS CHANNELED FOR FILTRATION, 
AND PROTEIN FRACTIONATORS, ALL SOLD AS A UNIT (U.S. 
CLS. 13, 21, 23, 31 AND 34). 

FIRST USE 11-1-1992; IN COMMERCE 11-1-1992. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 75-936,228. WIESEMANN ENTERPRISES, INC., LARGO, FL. 
FILED 3-6-2000. 


FILTER STEPPER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**FILTER”, APART FROM THE MARK AS SHOWN. 

FOR WATER FILTRATION UNITS FOR COMMERCIAL USE, 
NAMELY FILTRATION OF SEWER EFFLUENT (U.S. CLS. 13, 
21, 23, 31 AND 34). 


SN 76-004,422. NORDIC PRODUCTS, INC., GRAND RAPIDS, MI. 
FILED 3-20-2000. 


NORDIC HOT TUBS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
‘*HOT TUBS’’, APART FROM THE MARK AS SHOWN. 

FOR HOT TUBS AND HOT TUB ACCESSORIES, NAMELY, 
PRIVACY ENCLOSURES, INSULATED TUB COVERS AND TUB 
COVER HOLDERS (U.S. CLS. 13, 21, 23, 31 AND 34). 

FIRST USE 12-0-1995; IN COMMERCE 3-0-1996. 


SN 76-031,561. FOOD EQUIPMENT TECHNOLOGIES COM- 
PANY, INC., LINCOLNSHIRE, IL. FILED 4-21-2000. 


EXTRACTOR 


FOR ELECTRIC HOT BEVERAGE BREWERS FOR COMMER- 
CIAL USE, NAMELY, COFFEE MAKERS AND TEA BREWERS 
(U.S. CLS. 13, 21, 23, 31 AND 34). 


SN 76-031,639. DELTA INDUSTRIAL SERVICES, INC., DELTA 
JUNCTION, AK. FILED 4-20-2000. 


CampWater 


FOR WATER PURIFICATION UNIT (U.S. CLS. 13, 21, 23, 31 
AND 34). 
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SN 76-032,074. AMERICAN POWER CONVERSION CORPORA- 
TION, WEST KINGSTON, RI. FILED 4-21-2000 


NETWORK AIR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**AIR"’, APART FROM THE MARK AS SHOWN. 

FOR ELECTRIC FANS, CEILING FANS, AIR CONDITIONERS, 
HUMIDIFIERS, DEHUMIDIFIERS, AIR FILTRATION UNITS AND 
AIR PURIFIERS FOR COMMERCIAL AND INDUSTRIAL USE 
(U.S. CLS. 13, 21, 23, 31 AND 34). 


SN 76-036,170. RIVAL COMPANY, THE, KANSAS CITY, MO. 
FILED 4-27-2000 


LIFE IS FAST. COOK SLOW. 


FOR ELECTRIC CASSEROLES (U.S. CLS. 13, 21, 23, 31 AND 
34). 


SN 76-047,093. BENDER CORPORATION, 
HILLS, CA. FILED 5-13-2000. 


INC.. BEVERLY 


MIDSHAFT EAF 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**EAF’’, APART FROM THE MARK AS SHOWN. 

FOR METALLURGICAL FURNACES, METALLURGICAL 
SHAFT FURNACES, ELECTRICALLY OPERATED MELTING 
FURNACES; ELECTRICAL ARC FURNACES, NAMELY, NON- 
TILTING, CONTINUOUSLY CHARGED, CONTINUALLY MELT- 
ING FURNACES; WATER-COOLING SYSTEMS FOR FURNACES 
COMPRISING WATER PIPES, VALVES, CONDUITS, SPRAY 
VALVES, AND CONTINUOUS EMISSION MONITORS AND 
CONTROLS; PARTS FOR METALLURGICAL FURNACES, 
NAMELY, FURNACE SHAFTS, BURNERS AND BURNER 
LANCES (U.S. CLS. 13, 21, 23, 31 AND 34). 


SN 76-049,195. LEEN AND ASSOCIATES, INC., BELLEVUE, 
WA. FILED 5-12-2000. 


WALL-TO-WALL 


FOR EXTERIOR SECURITY LIGHTS (U.S. CLS. 13, 21, 23, 
31 AND 34). 
FIRST USE 3-2-1998; IN COMMERCE 4-3-1998. 


SN 76-051,364. HUBBELL 
FILED 5-18-2000. 


INCORPORATED, ORANGE, CT 


HUBBELLITE 


FOR FLASHLIGHTS (U.S. CLS. 13, 21, 23, 31 AND 34). 
FIRST USE 11—1-—1995; IN COMMERCE 1 1-1-1995. 
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SN 76-053,656. AWEB SUPPLY COMPANY, INC., 
ROUGE, LA. FILED 5-19-2000 


BATON 


SLIM JIM 


FOR WATER SUBMERGED HEAT EXCHANGERS (U.S. CLS. 
13, 21, 23, 31 AND 34). 


SN 76-057,325. DRI-EAZ PRODUCTS, INC., BURLINGTON, WA. 
FILED 5-26-2000. 


FOR DESICCANT DEHUMIDIFIERS (U.S. CLS. 13, 21, 23, 31 
AND 34). 
FIRST USE 11-1-1996,; IN COMMERCE 11-1-1996. 


CLASS 12—VEHICLES 


SN 75-581,543. ACTION CRAFT, INC., CAPE CORAL, FL. FILED 
11-2-1998. 


COASTLINE 


FOR COASTAL SPORT FISHING BOATS DESIGNED TO 
TRAVEL IN SHALLOW WATER THAT ARE PROPELLED BY 
OUTBOARD ENGINES (U.S. CLS. 19, 21, 23, 31, 35 AND 44). 

FIRST USE 11-1-1989; IN COMMERCE 1 1-1-1989. 





FEB 20, 2001 


CLASS 12—(Continued). 


SN 75-708,.298. INDIANA MILL & MANUFACTURING, 
WESTFIELD, IN. FILED 5-18-1999 


INC., 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
““SOFTPAD”’ AND “INFLATABLE KNEE CUSHION", APART 
FROM THE MARK AS SHOWN. 

THE MARK CONSISTS, IN PART. OF A SEATED PERSON 
HELD BY A SEATBELT ACCOMPANIED BY THE WORDS 
SOFTPAD INFLATING KNEE CUSHION. 

FOR INFLATABLE KNEE CUSHION FOR VEHICLE OCCU- 
PANTS SOLD TO ORIGINAL EQUIPMENT MANUFACTURERS 
(U.S. CLS. 19, 21, 23, 31, 35 AND 44) 


SN 75-814,657. KHAN’S ENTERPRISE CO., LTD., TAOYUAN, 
TAIWAN, CHINA, FILED 10-4-1999. 


TRUSTY 


FOR MIRRORS FOR AUTOMOBILES AND RECREATIONAL 
VEHICLES, NAMELY, SIDE VIEW AND REAR VIEW MIRRORS, 
FANS FOR AUTOMOBILE AND RECREATIONAL VEHICLE EN- 
GINES; FLOOR VENTS AND REGISTERS FOR AUTOMOBILE 
AND RECREATIONAL VEHICLES; DOOR HANDLES AND 
LATCHES FOR AUTOMOBILES AND RECREATIONAL VEHI- 
CLES (U.S. CLS. 19, 21, 23, 31, 35 AND 44). 

FIRST USE 8-26-1999, IN COMMERCE 8-26-1999. 
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SN 75-826,644. PLANET ELECTRIC, NORTH HILLS, CA. FILED 
10-19-1999. 


VELOCIRAPTOR 


FOR ELECTRICALLY-POWERED LAND VEHICLES IN THE 
FORM OF AUTOMOBILES, SPORT UTILITY VEHICLES, GOLF 
CARTS, CARS, TRUCKS, VANS, ALL TERRAIN VEHICLES, MO- 
TORCYCLES, TRACTORS, GO-CARTS AND SNOWMOBILES 
(U.S. CLS. 19, 21, 23, 31, 35 AND 44). 


SN 75-833,504. PARENTI, 
10-25-1999. 


STEVE, NEWARK, CA. FILED 


LOCKUM 


FOR AUTOMOTIVE ACCESSORIES, NAMELY, METAL 
AUTOMOTIVE LICENSE PLATE LOCKS (U.S. CLS. 19, 21, 23, 
31, 35 AND 44). 

FIRST USE 2-3-1998; IN COMMERCE 2-3-1998. 


SN 75-843,557. PIRELLI PNEUMATIC! S.P.A., 20126 MILAN, 
ITALY, FILED 11-8-1999. 


VIZZOLA 


FOR TIRES, NAMELY, PNEUMATIC, SEMI-PNEUMATIC AND 
SOLID TIRES FOR VEHICLE WHEELS, VEHICLES WHEELS, 
INNER TUBES, WHEEL RIMS, AND COMPONENT PARTS AND 
FITTINGS FOR ALL THE AFORESAID GOODS (U.S. CLS. 19, 
21, 23, 31, 35 AND 44). 


SN 75-854,787. MILLER’S PARTS FROM HELL, INC., PINCK- 
NEY, MI. FILED 11-19-1999. 


iller, 


f 

r 
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HELL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**BIKES”’, APART FROM THE MARK AS SHOWN. 

FOR MOTORCYCLES AND PARTS THEREOF (U.S. CLS. 19, 
21, 23, 31, 35 AND 44). 
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SN 75-861,520. FIAT AUTO S.P.A.. TORINO, 
11-30-1999 


ITALY, FILED 


ALFA 147 


PRIORITY CLAIMED UNDER SEC. 44(D) ON ITALY APPLI- 
CATION NO. NTO99C003368, FILED 11-5-1999, REG. NO. 
00809126, DATED 4-10-2000, EXPIRES 11-5-2009. 

OWNER OF U.S. REG. NOS. 2,016,727, 2,104,606 AND OTH- 
ERS. 

FOR MOTOR VEHICLES, NAMELY, AUTOMOBILES (U.S 
CLS. 19, 21, 23, 31, 35 AND 44). 


SN 75-894,893. KOBAYASHI SEKEI INC., TAIPEI HSIEN, TAI- 
WAN, FILED 1-13-2000. 


THE MARK CONSISTS OF THE STYLIZED LETTERS ‘*KSI"’. 
FOR AUTOMOBILE AND TRUCK PARTS, NAMELY, WHEELS 
(U.S. CLS. 19, 21, 23, 31, 35 AND 44). 


SN 75-929,966. WALTCO TRUCK 
TALLMADGE, OH. FILED 2-25-2000. 


EQUIPMENT CO., 


SDL 1000 


FOR LIFTS FOR ATTACHMENT TO A VEHICLE TO RAISE 
AND LOWER LOADS TO AND FROM AN ELEVATED LEVEL 
NAMELY, TRUCK TAILGATE LIFTS (U.S. CLS. 19, 21, 23, 31, 
35 AND 44). 


SN 76-015,842. CT. JOHNSON 
SAUGATUCK, MI. FILED 4-3-2000. 


ENTERPRISES, _ INC., 


PRO-TECH 


FOR METAL LOCK FOR COUPLER/RECEIVER STYLE TRAIL- 
ER HITCHES (U.S. CLS. 19, 21, 23, 31, 35 AND 44). 
FIRST USE 12-29-1999; IN COMMERCE 12-29-1999 
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SN 76-027,202. MCNEILUS TRUCK AND MANUFACTURING, 
INC., DODGE CENTER, MN. FILED 4-17-2000. 


PACIFIC SERIES FRONT 
LOADER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“SERIES FRONT LOADER"’, APART FROM THE MARK AS 
SHOWN. 

FOR FRONT LOADING REFUSE TRUCKS (U.S. CLS. 19, 21, 
23, 31, 35 AND 44). 

FIRST USE 7-15-1999; IN COMMERCE 7-15-1999. 


SN 76-033,906. TOP DOG SYSTEMS, L.L.C., RIDGEWOOD, NJ. 
FILED 4-25-2000 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**SYSTEMS’’, APART FROM THE MARK AS SHOWN. 

FOR FUEL TANKS FOR USE IN LAND VEHICLES, BOATS, 
AND AIRCRAFT (U.S. CLS. 19, 21, 23, 31, 35 AND 44). 


SN 76-035,670. TIMBERLAND RV COMPANY, PERU, IN. FILED 
4-26-2000. 


THE DRAWING IS LINED FOR THE COLORS BLUE, GREEN, 
RED, ORANGE AND YELLOW. 

FOR RECREATIONAL VEHICLES, NAMELY TRAVEL AND 
FIFTH-WHEEL TRAILERS (U.S. CLS. 19, 21, 23, 31, 35 AND 
44). 
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SN 76-038,916. BAYLINER MARINE CORPORATION, EVERETT, 


WA. FILED 5-2-2000 


DECKABOUT 


FOR BOATS (U.S. CLS. 19, 21, 23, 31, 35 AND 44). 


SN 76-044,933. STARCRAFT CORPORATION, GOSHEN, IN. 
FILED 5-9-2000. 


ROCK & ROLL SOFA 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**“SOFA’’, APART FROM THE MARK AS SHOWN. 

FOR CONVERSION SOFAS FOR USE IN AUTOMOBILES (U.S. 
CLS. 19, 21, 23, 31, 35 AND 44). 


SN 76-045,985. NATIONAL RV HOLDINGS, INC., PERRIS, CA. 
FILED 5-11-2000. 


RAGE 


FOR RECREATIONAL VEHICLES, NAMELY, RAMP TRAIL- 
ERS, MOTOR HOMES AND TRAVEL TRAILERS (U.S. CLS. 19, 
21, 23, 31, 35 AND 44) 


SN 76-053,022. BLISSFIELD MANUFACTURING COMPANY, 
BLISSFIELD, MI. FILED 5-22-2000. 


PULL-A-LONG 


FOR HITCH FOR TOWING A MOTORCYCLE (U.S. CLS. 19, 
21, 23, 31, 35 AND 44). 


SN 76-057.337. ORTECK INTERNATIONAL, INC., JESSUP, MD. 
FILED 5-26-2000. 


SINO-MOMENTUM 


FOR TIRES FOR VEHICLE WHEELS (U.S. CLS. 19, 21, 23. 
31, 35 AND 44). 
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SN 76-060,753. GREY OWL PADDLES LIMITED, CAMBRIDGE, 
ONTARIO, CANADA, FILED 6-1-2000. 


FOR BOAT AND/OR CANOE PADDLES (U.S. CLS. 19, 21, 
23, 31, 35 AND 44). 
FIRST USE 0-0-1976; IN COMMERCE 0-0-1978. 


SN 76-062,750. OHTSU TIRE & RUBBER CO., LTD., THE, 
IZUMI-OHTSU, OSAKA, JAPAN, FILED 6-5-2000. 


ST115 


FOR INNER TUBES FOR VEHICLE TIRES, AND LAND VEHI- 
CLE PARTS, NAMELY, WHEELS AND TIRES (U.S. CLS. 19, 
21, 23, 31, 35 AND 44). 


CLASS 13—FIREARMS 


SN 75-451,983. MARKESBERY MUZZLE LOADERS, INC., FLOR- 
ENCE, KY. FILED 3-17-1998. 


THE MARK COMPRISES THE EXTERNAL DESIGN OF THE 
RECEIVER AND BREECH PLUG PORTION OF A MUZZLE 
LOADED RIFLE. 

FOR MUZZLE LOADER RECEIVERS AND BREECH PLUGS 
(U.S. CLS. 2 AND 9). 
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SN 75-451,985. MARKESBERY MUZZLE LOADERS, INC., FLOR- 
ENCE, KY. FILED 3-17-1998. 


THE MARK COMPRISES THE EXTERNAL DESIGN OF THE 
RECEIVER AND BREECH PLUG PORTION OF A MUZZLE 
LOADED RIFLE. 

FOR MUZZLE LOADERS (U.S. CLS. 2 AND 9). 


SN 75-815,674. ROWLAND, JOHNNY R., DUBBERLY, LA. 
FILED 10-6-1999. 


460 ROWLAND 


FOR AMMUNITION (U.S. CLS. 2 AND 9). 
FIRST USE 1-29-1999; IN COMMERCE 1-29-1999. 


SN 75-863,699. AEROSPATIALE MATRA MISSILES, 75116 
PARIS, FRANCE, FILED 12-3-1999. 


PETREL 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FRANCE APPLI- 
CATION NO. 99795962, FILED 6-7-1999, REG. NO. 99795962, 
DATED 6-7-1999, EXPIRES 6-7-2009. 

FOR ANTI-SHIP MISSILES (U.S. CLS. 2 AND 9). 


CLASS 14—JEWELRY 


SN 75-552,051. KAPRIELIAN, HRATCH, DBA KAPRIELIAN EN- 
TERPRISES, NEW YORK, NY. FILED 9-10-1998. 


KARBON 


FOR WATCHES (U.S. CLS. 2, 27, 28 AND 50). 
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SN 75-672,926. TITAN INTERNATIONAL HOLDINGS B.V., 1077 
XX AMSTERDAM, NETHERLANDS, FILED 4-1-1999. 


TITAN THE NEW WORLD 
WATCH 


OWNER OF BENELUX REG. NO. 571551, DATED 7-14-1995, 
EXPIRES 7-14-2005. 

OWNER OF U.S. REG. NO. 1,795,793. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**WATCH"’, APART FROM THE MARK AS SHOWN. 

FOR PRECIOUS METALS AND THEIR ALLOYS SOLD IN 
BULK AND GOODS IN PRECIOUS METALS OR COATED 
THEREWITH, NAMELY JEWELRY BOXES, DECORATIVE 
BOXES, JEWELRY CASES, CIGARETTE CASES, CIGARETTE 
HOLDERS, MONEY CLIPS, ASHTRAYS, PIGGY BANKS, FIG- 
URES, FIGURINES, TROPHIES, CANDLESTICKS AND CANDLE 
SNUFFERS; JEWELRY, PRECIOUS STONES, NAMELY DIA- 
MONDS, RUBIES, SAPPHIRES AND EMERALDS; WATCHES, 
CLOCKS AND CHRONOMETERS (U.S. CLS. 2, 27, 28 AND 50). 


SN 75-758,388. 
7-23-1999. 


IVELICH, SANDY, BERKELEY, CA. FILED 


BlueSky Western 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“WESTERN”’, APART FROM THE MARK AS SHOWN. 

THE DRAWING IS LINED FOR THE COLOR(S) BLUE. 

FOR JEWELRY (U.S. CLS. 2, 27, 28 AND 50). 
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SN 75-806,954. CHOPARD INTERNATIONAL S.A., FRIBOURG, 
SWITZERLAND, FILED 9-23-1999. 


HAPPY HEARTS 


OWNER OF SWITZERLAND REG. NO. 437065, 
11-21-1996, EXPIRES 11-21-2006. 

FOR GENUINE JEWELRY, NAMELY PRECIOUS 
GEMSTONES, RINGS BEING JEWELRY, BRACELETS, JEW- 
ELRY CHAINS, NECKLACES, PENDANTS, EARRINGS, 
BROOCHES, CUFF LINKS, TIE PINS, AND KEY HOLDERS OF 
PRECIOUS METAL, PARTS AND FITTINGS FOR ALL THE 
AFORESAID GOODS; HOROLOGICAL PRODUCTS, NAMELY 
WATCHES, WATCH MOVEMENTS, WATCH CASES, AND 
PARTS OF WATCHES, WATCH BRACELETS, CHRONOMETERS 
WITH OR WITHOUT PRECIOUS STONES; SERVING TRAYS OF 
PRECIOUS METAL, JEWELRY BOXES OF PRECIOUS METAL, 
SNUFF BOXES OF PRECIOUS METAL, DECORATIVE BOXES 
OF PRECIOUS METAL, BOWLS OF PRECIOUS METAL, 
GOBLETS OF PRECIOUS METAL, JEWELRY CASES OF PRE- 
CIOUS METAL, VASES AND DISHES OF PRECIOUS METAL 
(U.S. CLS. 2, 27, 28 AND 50). 


DATED 


SN 76-052,593. HOT KISS, INC., 
5-19-2000. 


LOS ANGELES, CA. FILED 





























OWNER OF U.S. REG. NOS. 2,151,457 AND 2,284,103. 

THE TRADEMARK, AS SHOWN ON THE DRAWING PAGE, 
HAS BEEN LINED TO INDICATE THE USE OF THE COLORS 
RED AND YELLOW. IN ADDITION, THE STIPPLING IN THE 
DRAWING IS USED TO INDICATE SHADING. 

FOR WATCHES, WATCH BANDS AND STRAPS, BRACELETS, 
BROOCHES, JEWELRY PINS, JEWELRY, JEWELRY CHAINS, 
RINGS, WATCH CHAINS, CHARMS, EARRINGS AND NECK- 
LACES (U.S. CLS. 2, 27, 28 AND 50). 


SN 76-063,250. WEST, TRENT, WATSONVILLE, CA. FILED 
6-5-2000. 


TREW 


FOR JEWELRY (U.S. CLS. 2, 27, 28 AND 50). 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 14—(Continued). 


SN 78-003,057. MCCLURE, TIM D., CHICKASHA, OK. FILED 
4-7-2000. 


COINS-UNLIMITED 


FOR NON-MONETARY COINS OR TOKENS FOR USE AS 
SOUVENIRS, COLLECTOR ITEMS, MEMORIAL ITEMS FOR 
USE IN CONNECTION WITH TOURIST ATTRACTIONS, RES- 
TAURANTS, THEME PARKS, SPORTS AND ZOOS (U.S. CLS. 
2, 27, 28 AND 50). 


CLASS 15—MUSICAL INSTRUMENTS 


SN 75-738,356. KAY, STEPHEN R., WESTFIELD, NJ. FILED 
6-28-1999. 


ALGO FX 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“*FX"’, APART FROM THE MARK AS SHOWN. 

THE ENGLISH TRANSLATION OF “ALGO”’ IS 
THING”. 

FOR MUSICAL SYNTHESIZERS, NAMELY MUSICAL EF- 
FECTS PROCESSORS AND SOUND MODULES FOR USE IN 
COMPUTERIZED MUSICAL INSTRUMENTS, SYNTHESIZERS, 
MUSIC WORK STATIONS, AUDIO COMPONENT KEYBOARDS, 
DIGITAL PIANOS, HOME AND PORTABLE ORGANS, DRUM 
MACHINES, AND MUSIC SEQUENCERS (U.S. CLS. 2, 21 AND 
36). 


**SOME- 


SN 75-766,138. FRED W. GRETSCH ENTERPRISES LTD., 
POOLER, GA. FILED 8-2-1999. 


THE STIPPLING IS NOT A FEATURE OF THE MARK BUT 
SERVES TO INDICATE A RECESSED PORTION OF THE MARK 
THAT IS SHADED. 

THE MARK CONSISTS OF THE CONFIGURATION OF THE 
TAILPIECE OF A GUITAR. THE DOTTED LINES ARE NOT 
A FEATURE OF THE MARK BUT SERVE TO INDICATE THE 
POSITION OF THE MARK. 

SEC. 2(F). 

FOR GUITAR TAILPIECES (U.S. CLS. 2, 21 AND 36). 

FIRST USE 0-0-1954; IN COMMERCE 0-0-1954. 
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SN 76-041,252. EVANS MANUFACTURING, LLC, FARMING- 
DALE, NY. FILED 5-4-2000. 


FOR ACCESSORIES FOR MUSICAL INSTRUMENTS, NAME- 
LY, GUITAR STRAPS, CABLES, PEG WINDERS, HUMIDIFIERS 
AND STRINGS (U.S. CLS. 2, 21 AND 36). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


SN 75-408,255. BILL ADLER, INC., 
12-19-1997. 


MAYWOOD, NJ. FILED 


CAFOMG? 5 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“INC.”’, APART FROM THE MARK AS SHOWN. 

THE LINING IN THE DRAWING DOES NOT CONSTITUTE 
A CLAIM FOR COLOR AS A FEATURE OF THE MARK. 

FOR PENS, PENCILS, BLOTTERS, AND DESK ACCESSORIES 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 75-466,627. ARLINGTON PRESS INC., 
FILED 4-13-1998. 


BROOKLYN, NY. 


PIGGYBACKSERT 


FOR PACKAGE INSERTS FOR USE IN CONNECTION WITH 
PHARMACEUTICAL AND MEDICAL PRODUCTS AND PACK- 
AGING, NAMELY, PAPER AND PRINTED INSERTS, ADHESIVE 
PAPER AND ADHESIVE PRINTED INSERTS AND PAPER IN- 
SERTS AFFIXED TO EACH OTHER; PACKAGE LABELS FOR 
USE IN CONNECTION WITH PHARMACEUTICAL AND MED- 
ICAL PRODUCTS AND PACKAGING, NAMELY, PAPER LABEL 
INSERTS, GUMMED PAPER LABELS, GUMMED PAPER LABEL 
INSERTS, SELF ADHESIVE PAPER LABELS, SELF ADHESIVE 
PAPER LABEL INSERTS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 


OFFICIAL GAZETTE 
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SN 75-542,236. REALDATA, 
8-25-1998. 


INC., PHOENIX, AZ. FILED 


CREATING VALUE FOR 
THE MULTIFAMILY 
HOUSING INDUSTRY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*““MULTIFAMILY HOUSING INDUSTRY”, APART FROM THE 
MARK AS SHOWN. 

FOR PRINTED PUBLICATIONS, GRAPHS, TABLES, AND 
COMPUTER SOFTWARE, DISKS, PROGRAMS, AND MANUALS 
PERTAINING TO THE MULTIFAMILY HOUSING INDUSTRY 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 7-15-1998; IN COMMERCE 7-15-1998. 


SN 75-555,366. ONTARIO PAINT & WALLPAPER LIMITED, 
CONCORD, ONTARIO L4K 3S8, CANADA, FILED 9-18-1998. 


INTRIGUE 


PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA AP- 
PLICATION NO. 886660, FILED 8-6-1998, REG. NO. TMA531971, 
DATED 8-6-1998, EXPIRES 8-30-2013. 

FOR WALLPAPER SAMPLE BOOKS (U.S. CLS. 2, 5, 22, 23, 
29, 37, 38 AND 50). 


SN 75-557,253. REXAM CUSTOM LIMITED, LONDON SWI 
X7NN, UNITED KINGDOM, FILED 9-23-1998. 


IMIGITAL 


OWNER OF UNITED KINGDOM REG. NO. 2173845, DATED 
8-3-1998, EXPIRES 8-3-2008. 

FOR PAPER, NAMELY REELS AND ROLLS OF PAPER, 
LARGE AND SMALL FORMAT CUT PAPERS, UNCOATED AND 
COATED OPAQUE, TRANSLUCENT, WHITE AND TINTED PA- 
PERS, PAPER FOR USE IN PLOTTERS, PRINTERS, PRINTING 
PRESSES AND IMAGING SYSTEMS; CARDBOARD; CUT SHEET 
PAPER; OFFICE PAPER, NAMELY CUT SHEET PAPER, WRIT- 
ING PAPER AND PAPER FOR USE IN PLOTTERS, PRINTERS 
AND IMAGING SYSTEMS; COATED PAPER, NAMELY PAPERS 
COATED TO RECEIVE INKS AND DYES AND PHOTOGRAPHIC 
PAPERS; LETTER PAPER; AND STATIONERY ITEMS MADE 
OF PAPER, NAMELY, ENVELOPES, BLANK CARDS, PRINTED 
CARDS, BLANK LABELS, NOTE CARDS, NOTEPAPER, STA- 
TIONERY AND WRITING TABLETS (U.S. CLS. 2, 5, 22, 23, 
29, 37, 38 AND 50). 
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SN 75-594,481. MARTHA STEWART LIVING OMNIMEDIA LLC, 
NEW YORK, NY. FILED 11-24-1998. 


MARTHA’S CALENDAR 


OWNER OF U.S. REG. NO. 1,709,962. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“CALENDAR’’, APART FROM THE MARK AS SHOWN. 

THE NAME ‘“*MARTHA STAWART™ IDENTIFIES A LIVING 
INDIVIDUAL WHOSE CONSENT IS OF RECORD. 

FOR CALENDARS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 


SN 75-651,425. 
3-10-1999. 


WARNER, ROBERT, ETNA, CA. FILED 


LIFE-LIST ILLUSTRATED 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“ILLUSTRATED”, APART FROM THE MARK AS SHOWN. 

FOR STICKER ALBUMS WITH PRE-PRINTED ILLUSTRATED 
STICKERS SHOWING NATURAL OBJECTS AND ORGANISMS 
TO BE USED IN KEEPING A RECORD OF SIGHTINGS OF SUCH 
OBJECTS AND ORGANISMS (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). 


SN 75-668,765. WALSH DISTRIBUTION, INC., TEXARKANA, 
TX. FILED 3-26-1999. 


HEALTH ®& CARE 


AMERICA 


OWNER OF U.S. REG. NOS. 1,491,891 AND 1,497,648. 

THE LINING IS A FEATURE OF THE MARK AND DOES 
NOT INDICATE COLOR. 

FOR DISPOSABLE DIAPERS, PLASTIC WRAP FOR FOOD, 
FACIAL TISSUE, BATH TISSUE, PAPER TOWELS, PAPER NAP- 
KINS, VACUUM CLEANER BAGS, PHOTO ALBUMS, STA- 
TIONERY, ENVELOPES, PENS, PENCILS, HIGHLIGHTING 
MARKERS AND HIGHLIGHTING PENS, PENCIL CASES, CRAY- 
ONS, MARKERS, COLORED PENCILS, GLUE FOR STA- 
TIONERY OR HOUSEHOLD USE, ERASERS, DRAWING COM- 
PASSES, CORRECTION FLUIDS, PENCIL SHARPENERS, DRAW- 
ING RULERS, STENCILS, PAPER FASTENERS, BLANK LA- 
BELS, PAPER CLIPS, PUSH PINS, RUBBER BANDS, STAPLES, 
STICKERS, GUMMED TAPE FOR STATIONERY OR HOUSE- 
HOLD USE, TAPE DISPENSERS, THUMBTACKS, ARTS AND 
CRAFTS PAINT KITS, PAINT BRUSHES, CHILDREN’S PAINT 
SETS, TELEPHONE/ADDRESS BOOKS, FILE FOLDERS, FILE 
BOXES FOR STORAGE OF PERSONAL AND BUSINESS 
RECORDS, DIARIES, PERSONAL PLANNERS, DESKTOP PLAN- 
NERS, DAILY PLANNERS, CALENDARS, DATE STAMPS, 
STAMP PADS, DESK PADS, DICTIONARIES, THESAURUS, 
COMPUTER PAPER (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 
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SN 75-688,777. ORANGE COUNTY BAR FOUNDATION, INC., 
SANTA ANA, CA. FILED 4-21-1999. 


LEGAL EDUCATION FOR 
YOUTH 


SEC. 2(F). 

FOR PRINTED INSTRUCTIONAL, EDUCATIONAL AND 
TEACHING MATERIALS TO INCREASE STUDENT AWARE- 
NESS OF LEGAL RIGHTS AND RESPONSIBILITIES (U.S. CLS. 
2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 1-0-1993; IN COMMERCE 1-0-1993. 


SN 75-732,104. AMERICAN ACADEMY OF OPHTHALMOLOGY, 
INC., SAN FRANCISCO, CA. FILED 6-18-1999. 


EYECARE AMERICA 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*‘EYECARE”’, APART FROM THE MARK AS SHOWN. 

FOR PRINTED PUBLICATIONS; NAMELY, BROCHURES, 
PAMPHLETS, AND NEWSLETTERS IN THE FIELD OF OPH- 
THALMOLOGY (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 75-736,998. REGIONAL INVESTMENT BANKERS ASSOCIA- 
TION, CHARLESTON, SC. FILED 10-30-1999. 


MAIN STREET INVESTING 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“INVESTING”, APART FROM THE MARK AS SHOWN. 

FOR PUBLICATIONS; NAMELY, PAMPHLETS, BROCHURES, 
NEWSLETTERS, JOURNALS, MAGAZINES AND BOOKS IN THE 
FIELD OF FINANCE, BANKING AND INVESTMENT (U.S. CLS. 
2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 4-0-1997; IN COMMERCE 4-0-1997. 


SN 75-744,643. SIMMONS, TERRENCE R., DBA SIMMONS AS- 
SOCIATES, INC., NEW HOPE, PA. FILED 7-7-1999. 


DIVERSITY GURU 


OWNER OF U.S. REG. NOS. 1,663,675, 2,211,752 AND OTH- 
ERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“DIVERSITY”, APART FROM THE MARK AS SHOWN. 

FOR PRINTED TRAINING MATERIALS IN THE FIELD OF 
DIVERSITY, EQUAL EMPLOYMENT OPPORTUNITIES LAWS 
AND AFFIRMATIVE ACTION PROGRAMS (U.S. CLS. 2, 5, 22, 
23, 29, 37, 38 AND 50). 
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SN 75-779,174. ROYAL FAMILY KIDS’ CAMPS, INC., COSTA 
MESA, CA. FILED 10-30-1999. 


THE BIRTHDAY BOX 


FOR PAPER GIFT BOXES FOR USE BY CHILDREN IN FOS- 
TER CARE (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
FIRST USE 4-7-1998; IN COMMERCE 4-7-1998. 


SN 75-792,629. SUISSA, DAVID, LOS ANGELES, CA. FILED 
9-3-1999. 


OLAM 


THE TERM ‘‘OLAN*’ MAY BE TRANSLATED FROM HE- 
BREW INTO ENGLISH AS **WORLD”. 

FOR MAGAZINES AND JOURNALS RELATING TO JUDAISM 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 75-797,973. LUBER, MALCOLM, HAMDEN, CT. FILED 
9-10-1999. 


WESTERN VISIONS 


FOR PAPER GOODS, NAMELY, LITHOGRAPHIC PRINTS, 
PHOTOGRAPHIC PRINTS, PICTORIAL PRINTS, ART PRINTS, 
COLOR PRINTS, GREETING CARDS, FILE CARDS, POSTERS, 
AND STICKERS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 2-0-1998; IN COMMERCE 2-0-1998. 


SN 75-801,241. TRENDS INTERNATIONAL CORPORATION, 
MISSISSAUGA, ONTARIO, CANADA, FILED 9-17-1999. 


DOODLE BAG 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**BAG”’, APART FROM THE MARK AS SHOWN. 

FOR CHILDREN’S COLORING KIT. SOLD IN RESEALABLE 
TRANSPARENT PLASTIC BAGS (U.S. CLS. 2, 5, 22, 23, 29, 
37, 38 AND 50). 

FIRST USE 4-0-1987; IN COMMERCE 4-0-1987. 
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SN 75-813,505. INTERNATIONAL TRADE ADMINISTRATION, 
WASHINGTON, DC. FILED 9-23-1999. 


EXPORT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**EXPORT AMERICA”, APART FROM THE MARK AS SHOWN. 

FOR PUBLICATIONS, NAMELY, A MAGAZINE PERTAINING 
TO BUSINESS AND INTERNATIONAL TRADE (U.S. CLS. 2, 
5, 22, 23, 29, 37, 38 AND 50). 


SN 75-816,168. DENVER POST CORPORATION, THE, DENVER, 
CO. FILED 10-5-—1999. 


WE ARE COLORADO 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*““COLORADO”’, APART FROM THE MARK AS SHOWN. 

FOR NEWSPAPERS FOR GENERAL CIRCULATION (U.S. CLS. 
2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 75-817,025. VIRGO PUBLISHING, INC., 
FILED 10-7-1999. 


PHOENIX, AZ. 


ISS 


OWNER OF U.S. REG. NOS. 
1,915,351. 

FOR TRADE MAGAZINE GEARED TO THE SELF STORAGE 
INDUSTRY DIRECTED TO OWNERS AND OPERATORS OF 
SELF STORAGE FACILITIES (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). 

FIRST USE 9-3-1999; IN COMMERCE 9-3-1999. 


1,710,011, 1,808.461 AND 


SN 75-819,181. OBERMAN, STEVEN, KNOXVILLE, TN. FILED 
10-11-1999. 


DWI MEANS DEFEND WITH 
INGENUITY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*““DWI’’, APART FROM THE MARK AS SHOWN. 

FOR LEGAL PUBLICATIONS, NAMELY BOOKLETS, NEWS- 
LETTERS AND PAMPHLETS (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). 

FIRST USE 10-0-1983; IN COMMERCE 10-0-1983. 
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SN 75-820,687. META GROUP, INC., STAMFORD, CT. FILED 
10-12-1999. 


META GROUP 


OWNER OF US. REG. NO. 1,972,489. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**GROUP’’, APART FROM THE MARK AS SHOWN. 

FOR PUBLICATIONS, NAMELY, PRINTED RESEARCH, 
GUIDES, MANUALS, BULLETINS, PAMPHLETS, STUDIES, 
SURVEYS, OPINIONS, EVALUATIONS, LEAFLETS, REPORTS, 
AND NEWSLETTERS DIRECTED TO BUSINESS AND TECH- 
NOLOGY ISSUES FOR INFORMATION TECHNOLOGY AND 
BUSINESS PROFESSIONALS (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). 

FIRST USE 4-1-1996; IN COMMERCE 4-1-1996. 


SN 75-831,421. BOSTON COMMON PRESS LIMITED PARTNER- 
SHIP, BROOKLINE VILLAGE, MA. FILED 10-25-1999. 


AMERICA’S TEST KITCHEN 


FOR PRINTED MATTER, NAMELY A MAGAZINE ABOUT 
COOKING (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 75-836,397. HIGHGATE PRODUCTS, L.L.C., DALLAS, TX. 
FILED 10-29-1999. 


SVU Siam 


FASHION 


BODY ART 














NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“BODY*’ AND “‘FASHION BODY ART"’, APART FROM THE 
MARK AS SHOWN. 

THE MARK CONSISTS IN PART OF THE STYLIZED WORDS 
*““BODY STYLES”’’ CASTING A SHADOW AND SURROUNDING 
A BOX IN WHICH THE WORDS **FASHION BODY ART”’ AP- 
PEAR 

FOR TEMPORARY TATTOOS (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). 

FIRST USE 8-16-1999; IN COMMERCE 8-16-1999. 


SN 75-836,856. AMERICAN ASSOCIATION OF WOODTURNERS, 
SHOREVIEW, MN. FILED 11—1-1999. 


AMERICAN WOODTURNER 


SEC. 2(F). 

FOR QUARTERLY ASSOCIATION MAGAZINE ABOUT THE 
ART AND CRAFT OF WOOD TURNING (U.S. CLS. 2, 5, 22, 
23, 29, 37, 38 AND 50). 

FIRST USE 6-0-1986, IN COMMERCE 6-0-1986. 
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SN 75-837,671. MANARY, ADRIA, OCEANSIDE, CA. FILED 
11-2-1999. 


e 9 
MO 


MAGIC 


FOR GIFT ITEMS, NAMELY, FRAMED POEMS AND MEM- 
ORY BOXES MADE OF CARDBOARD (U.S. CLS. 2, 5, 22, 23, 
29, 37, 38 AND 50). 


SN 75-838,875. PEOPLESOFT, INC, PLEASANTON, CA. FILED 
11-2-1999, 


PEOPLETALK 


FOR TRADE PUBLICATION, NAMELY, A MAGAZINE IN THE 
FIELD OF BUSINESS AND ENTERPRISE SOFTWARE (U.S. CLS. 
2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 1-31-1990, IN COMMERCE 1-31-1999. 


SN 75-840,521. BARTZ, JAMES LYNN, DBA THE WESTBOUND 
STAGE, LAKE FOREST, CA. FILED 11-25-1999. 


THE STIPPLING SHOWN IN THE DRAWING IS A FEATURE 
OF THE MARK AND NOT INTENDED TO INDICATE COLOR. 

THE MARK CONSISTS OF SIX HORSES PULLING A STAGE- 
COACH WITH DRIVER AND SHOTGUN GUARD AND THE 
WORDS *‘THE WESTBOUND STAGE” UNDERNEATH. 

FOR EDUCATIONAL BOOKS IN THE FIELD OF HISTORY 
AND THE AMERICAN WEST (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND S50). 

FIRST USE 1-27--1993,; IN COMMERCE 12-0-1993. 


SN 75-843,120. MARRIN, MICHAEL J., ALISO VIEJO, CA. FILED 
11-8-1999. 


WHOOZ-IT’S 


FOR PRINTED LABELS USED ON BEVERAGE CONTAINERS 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
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SN 75-844,099. MADE E-Z PRODUCTS. 
BEACH, FL. FILED 11-9-1999. 


INC., DEERFIELD 


EL 


GUIDES 


OWNER OF U.S. REG. NO. 1,693,742. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**GUIDES”, APART FROM THE MARK AS SHOWN. 

FOR SELF-HELP BOOKS, NAMELY PRINTED BOOKS ON 
LEGAL, BUSINESS AND ACCOUNTING SUBJECTS (U.S. CLS. 
2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 2-16-1999; IN COMMERCE 2-16-1999 


SN 75-852,045. CRANE PRODUCTIONS, INC., LOUISVILLE, KY. 
FILED 11-18-1999 


MONSTER PAPER 


OWNER OF U.S. REG. NO. 1,916,263. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“PAPER”. APART FROM THE MARK AS SHOWN. 

FOR MAGNETIC PAPER (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 
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SN 75-852,159. PAPIER MASSON LTEE, MASSON-ANGERS, 
QUEBEC, FILED 11-18-1999. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**PAPIER’’, APART FROM THE MARK AS SHOWN. 

THE WORD ‘‘PAPIER"’ IS A FRENCH WORD WHICH WHEN 
TRANSLATED INTO ENGLISH MEANS **PAPER”’. 

FOR NEWSPRINT (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 


50). 
FIRST USE 3-26-1999; IN COMMERCE 3-26-1999. 


SN 75-853,803. CZAPKAY, VALENTINA, MILPITAS, CA. FILED 
11-19-1999. 


JOLLY JOCKS 


FOR ILLUSTRATED ART PRINTS (U.S. CLS. 2, 5, 22, 23, 
29, 37, 38 AND 50). 
FIRST USE 1 1-4-1999; IN COMMERCE 11-4-1999. 


SN 75-859,282. DONG-A PENCIL CO., LTD., SEOUL, REPUBLIC 
OF KOREA, FILED 11-30-1999. 


DONG-A 
GINGER Canvey 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
““CRAYON"’, APART FROM THE MARK AS SHOWN. 

FOR CRAYONS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 11-17-1999; IN COMMERCE 11-17-1999. 
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SN 75-859,681. 
11-30-1999. 


FILA, G. FRANK, CHESTER, NJ. FILED 


wis Watch 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
‘IB’, APART FROM THE MARK AS SHOWN. 

FOR NEWSLETTERS IN THE FIELD OF GASTROINTESTINAL 
DISEASE (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 75-861,302. WIRE JOURNAL, INC., THE, GUILDFORD, CT. 
FILED 12-2-1999. 


WIRE AND WIRE 
PRODUCTS 


SEC. 2(F). 

FOR PRINTED MAGAZINE IN THE FIELD OF WIRE AND 
WIRE PRODUCTS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 1-0-1925; IN COMMERCE 1-0-1925. 


SN 75-880,793. SPIRIT DIRECT, INC., DALLAS, TX. FILED 
12-27-1999. 


THE TEAM BOOK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**BOOK”’, APART FROM THE MARK AS SHOWN. 

FOR CHEERLEADING INSTRUCTION MANUALS (U.S. CLS. 
2, 5, 22, 23, 29, 37, 38 AND 50). 
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SN 75-881,868. TIME WARNER ENTERTAINMENT COMPANY, 
L.P., NEW YORK, NY. FILED 12-22-1999. 


HARRY POTTER 


**HARRY POTTER" IS NOT A LIVING INDIVIDUAL. 

FOR PRINTED MATTER AND PAPER GOODS-—NAMELY, 
BOOKS FEATURING CHARACTERS FROM ANIMATED, AC- 
TION ADVENTURE, COMEDY AND/OR DRAMA FEATURES, 
COMIC BOOKS, CHILDREN’S BOOKS, MAGAZINES FEA- 
TURING CHARACTERS FROM ANIMATED, ACTION ADVEN- 
TURE, COMEDY AND/OR DRAMA FEATURES, COLORING 
BOOKS, CHILDREN’S ACTIVITY BOOKS; STATIONERY, WRIT- 
ING PAPER, ENVELOPES, NOTEBOOKS, DIARIES, NOTE 
CARDS, GREETING CARDS, TRADING CARDS; LITHOGRAPHS; 
PENS, PENCILS, CASES THEREFOR, ERASERS, CRAYONS, 
MARKERS, COLORED PENCILS, PAINTING SETS, CHALK AND 
CHALKBOARDS; DECALS, HEAT TRANSFERS; POSTERS; 
MOUNTED AND/OR UNMOUNTED PHOTOGRAPHS; BOOK 
COVERS, BOOK MARKS, CALENDARS, GIFT WRAPPING 
PAPER; PAPER PARTY FAVORS AND PAPER PARTY DECORA- 
TIONS - NAMELY, PAPER NAPKINS, PAPER DOILIES, PAPER 
PLACE MATS, CREPE PAPER, PAPER HATS, INVITATIONS, 
PAPER TABLE CLOTHS, PAPER CAKE DECORATIONS; PRINT- 
ED TRANSFERS FOR EMBROIDERY OR FABRIC APPLIQUES; 
PRINTED PATTERNS FOR COSTUMES, PAJAMAS, 
SWEATSHIRTS AND T-SHIRTS; PAPER PHOTO FRAMES (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 7-29-2000; IN COMMERCE 7-29-2000. 


SN 75-883,673. A&E TELEVISION NETWORKS, NEW YORK, 
NY. FILED 12-28-1999. 


THE HISTORY CHANNEL 


OWNER OF 
2,363,993. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
‘‘HISTORY"’, APART FROM THE MARK AS SHOWN. 

FOR CALENDARS; CARDS FOR TRADING AND COLLEC- 
TION WHICH CONTAIN INFORMATION AND IMAGES RE- 
GARDING HISTORICAL PEOPLE, PLACES OR EVENTS (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 8-0-1999; IN COMMERCE 8-0-1999. 


U.S. REG. NOS. 2,046,874, 2,191,590 AND 


SN 75-884,799. TEXSCHOOL, INC., HOUSTON, TX. FILED 
12-30-1999. 


PLAN YOUR FUTURE 


FOR PRINTED INSTRUCTIONAL, EDUCATIONAL AND 
TEACHING MATERIALS REGARDING STUDENT BEHAVIOR 
AND ALCOHOL, TOBACCO AND DRUG ABUSE FOR PRIMARY 
AND SECONDARY SCHOOL STUDENTS (U.S. CLS. 2, 5, 22, 
23, 29, 37, 38 AND 50). 

FIRST USE 8-1-1997; IN COMMERCE 8-1-1997. 
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SN 75-891,231. 
12-23-1999 


MED-DOC, INC., BLOOMSBURY, NJ. FILED 


TALKING POINTS 


FOR PERIODICALS, NAMELY MAGAZINES, NEWSLETTERS 
AND BROCHURES, IN THE FIELD OF MEDICAL COMMUNICA- 
TIONS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 75-897,858. SLEEPER KEEPERS INC., RYE, NY. FILED 
1-18-2000. 


GORBU 


FOR PRINTED MATTER, NAMELY CHILDREN BOOKS, 
PARTY GOODS, NAMELY, PAPER PARTY HATS, PAPER NAP- 
KINS, PAPER TABLECLOTHS, NOISEMAKERS, PAPER BAN- 
NERS, PAPER PARTY DECORATIONS; AND PLAYING CARDS 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 75-907,750. OSHKOSH B’GOSH, INC., OSHKOSH, WI. FILED 
2-2-2000. 


OSHKOSH B’GOSH 


SEC. 2(F) AS TO ““OSHKOSH"’. 

FOR CHILDREN’S BOOKS (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). 

FIRST USE 11-0-1998; IN COMMERCE 1 1-0-1998. 


SN 75-907,.773. IBG INTERNET BUSINESS GROUP, LLC, BED- 
FORD, NH. FILED 2-2-2000. 


SECURITY ESSENTIALS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**SECURITY”’, APART FROM THE MARK AS SHOWN. 

FOR PRINTED CONFERENCE, INSTRUCTIONAL, AND 
TEACHING MATERIALS, NAMELY WORKBOOKS, TEST 
BOOKS, INFORMATIONAL BOOKS, TEXT BOOKS, AND PRO- 
JECTABLE TRANSPARENCIES COMPOSED OF PAPER OR 
PLASTIC IN THE FIELDS OF INFORMATION SAFETY AND 
PROTECTION, AND COMPUTER AWARENESS DEVELOPMENT 
AND PROTECTION (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 

FIRST USE 4-30-1999, IN COMMERCE 4-30-1999. 


SN 75-920,287. STORERUNNER INC., SAN DIEGO, CA. FILED 
2-4-2000. 


STOREBUCK 


FOR COUPONS IN THE FORM OF ARTIFICIAL CURRENCY 
FOR THE EXCHANGE OF GOODS OR SERVICES (U.S. CLS. 
2, 5, 22, 23, 29. 37, 38 AND 50). 


OFFICIAL GAZETTE 


FEB 20, 2001 
CLASS 16—(Continued). 


SN 75-931,028. J & A ENTERPRISES, INC., OCEAN, NJ. FILED 
2-28-2000. 


DESK VISION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**DESK’’, APART FROM THE MARK AS SHOWN. 

FOR DESK TOP PLANNERS, DESK PADS, CALENDAR DESK 
PADS, AND DESK CALENDARS (U.S. CLS. 2, 5, 22, 23, 29, 
37, 38 AND 50). 


SN 75-932,963. STUSSY, INC., IRVINE, CA. FILED 3-2-2000. 


OWNER OF U.S. REG. NO. 2,225,736. 

THE MARK CONSISTS, IN PART, OF A STYLIZED DRAWING 
OF THE LETTERS *‘S”’ AND *‘S” IN A CIRCLE. 

FOR STICKERS, PENS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 

FIRST USE 9-0-1988; IN COMMERCE 9-0-1988. 


SN 75-934,976. HARRISBURG MAGAZINE, INC., HARRISBURG, 
PA. FILED 3-3-2000. 


HARRISBURG MAGAZINE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**MAGAZINE”’, APART FROM THE MARK AS SHOWN. 

SEC. 2(F). 

FOR GENERAL INTEREST MAGAZINES (U.S. CLS. 2, 5, 22, 
23, 29, 37, 38 AND 50). 

FIRST USE 1-1-1995; IN COMMERCE 1-1-1995. 


SN 75-956,169. BETTER WORLD ENTERPRISES,INC., FORT 
COLLINS, CO. FILED 3-13-2000. 


YOUR TRUE NATURE 


FOR PRINTED MATTER, NAMELY, A SERIES OF BOOKS 
IN THE FIELD OF NATURE AND HUMAN NATURE, JOUR- 
NALS, POSTERS, GREETING CARDS, NOTEPADS, BOOK- 
MARKS, CALENDARS, POSTCARDS AND STATIONERY (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 2-16-2000; IN COMMERCE 2-24-2000. 
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SN 75-960,792. 
3-17-2000. 


CATERPILLAR INC., PEORIA, IL. FILED 


HEALTHY BALANCE 


FOR PRINTED PUBLICATIONS, NAMELY, BOOKS AND 
PAMPHLETS FEATURING INFORMATION IN THE FIELD OF 
HEALTH AND HEALTH ANALYSIS (U.S. CLS. 2, 5, 22, 23, 
29, 37, 38 AND 50) 

FIRST USE 7-1-1996; IN COMMERCE 7-1-1996. 


SN 76-002,843. PTK ASSOCIATES, LLC, FALLS CHURCH, VA. 
FILED 3-17-2000. 


KISS CERTIFICATE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
““CERTIFICATE”’, APART FROM THE MARK AS SHOWN. 

FOR COUPONS AND COUPON BOOKS FOR USE AS NOV- 
ELTY ITEMS, REDEEMABLE VIA ANY MEDIA INCLUDING, 
BUT NOT LIMITED TO, AN ON-LINE COMMUNICATIONS NET- 
WORK, A WORLDWIDE COMPUTER NETWORK, A WORLD- 
WIDE TELECOMMUNICATIONS NETWORK, PRINT, RADIO, 
TELEVISION, MAIL, PRESENTATIONS, WORKSHOPS, CON- 
FERENCES, OR ELECTRONIC BILLBOARDS (U.S. CLS. 2, 5, 
22, 23, 29, 37, 38 AND 50). 


SN 76-007,178. NACE INTERNATIONAL, HOUSTON, TX. FILED 
3-22-2000. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“CORROSION PREVENTION AND CONTROL WORLDWIDE”, 
APART FROM THE MARK AS SHOWN. 

FOR PRINTED MATERIAL, NAMELY PROFESSIONAL JOUR- 
NALS AND MAGAZINES IN THE FIELD OF CORROSION CON- 
TROL (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 1-0-1999; IN COMMERCE 1-0-1999. 


SN 76-008,763. BILL COMMUNICATIONS, INC., NEW YORK, 
NY. FILED 3-24-2000. 


INSIGHTS FOR SUCCESS 


FOR MAGAZINES DIRECTED TO THE FOOD AND BEV- 
ERAGE INDUSTRY (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 
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SN 76-010,982. DC COMICS, NEW YORK, NY. FILED 3-24-2000. 


STATIC 


OWNER OF U.S. REG. NO. 1,828,869. 

FOR PRINTED MATTER AND PAPER GOODS-—NAMELY, 
BOOKS FEATURING CHARACTERS FROM ANIMATED, AC- 
TION ADVENTURE, COMEDY AND/OR DRAMA FEATURES, 
COMIC BOOKS, CHILDREN’S BOOKS, MAGAZINES FEA- 
TURING CHARACTERS FROM ANIMATED, ACTION ADVEN- 
TURE, COMEDY AND/OR DRAMA FEATURES, COLORING 
BOOKS, CHILDREN’S ACTIVITY BOOKS; STATIONERY, WRIT- 
ING PAPER, ENVELOPES, NOTEBOOKS, DIARIES, NOTE 
CARDS, GREETING CARDS, TRADING CARDS; LITHOGRAPHS; 
PENS, PENCILS, CASES THEREFOR, ERASERS, CRAYONS, 
MARKERS, COLORED PENCILS, PAINTING SETS, CHALK AND 
CHALKBOARDS; DECALS, HEAT TRANSFERS; POSTERS; 
MOUNTED AND/OR UNMOUNTED PHOTOGRAPHS; BOOK 
COVERS, BOOK MARKS, CALENDARS, GIFT WRAPPING 
PAPER; PAPER PARTY FAVORS AND PAPER’ PARTY 
DECORATIONS- NAMELY, PAPER NAPKINS, PAPER DOILIES, 
PAPER PLACE MATS, CREPE PAPER, PAPER HATS, INVITA- 
TIONS, PAPER TABLE CLOTHS, PAPER CAKE DECORATIONS; 
PRINTED TRANSFERS FOR EMBROIDERY OR FABRIC APPLI- 
QUES; PRINTED PATTERNS FOR COSTUMES, PAJAMAS, 
SWEATSHIRTS AND T-SHIRTS; PAPER PHOTO FRAMES (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 76-014,775. KYOWA ELECTRIC & CHEMICAL CO.,LTD., 
TOKYO, JAPAN, FILED 3-29-2000. 


MANA BOARD 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**BOARD"’, APART FROM THE MARK AS SHOWN. 

FOR MEMO BOARD COMPRISED OF MAGNETIC SHEET 
AND MAGNETIC PEN (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 


SN 76-015,693. INSTITUTE FOR POLICY INNOVATION, 
LEWISVILLE, TX. FILED 4-3-2000. 


CENTER FOR TECHNOLOGY 
FREEDOM 


FOR NEWSLETTERS, WRITTEN STUDIES AND REPORTS RE- 
LATING TO LOCAL, STATE, AND FEDERAL GOVERNMENT 
REGULATIONS AND POLICIES ON INTELLECTUAL PROP- 
ERTY AND TECHNOLOGY (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 
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SN 76-029,990. FOXSTONE PRODUCTIONS INC., TAMPA, FL. 
FILED 4-20-2000. 


EXOTICNITES.COM 
PUBLICATIONS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**PUBLICATIONS’’, APART FROM THE MARK AS SHOWN. 

FOR MAGAZINE FEATURING ADULT ENTERTAINMENT IN- 
DUSTRY ADVERTISING AND PROMOTIONAL MATERIAL FOR 
NATIONAL DISTRIBUTION (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 

FIRST USE 1-1-1999; IN COMMERCE 1-1-1999. 


SN 76-031,15S. MEAD CORPORATION, THE, DAYTON, OH. 
FILED 4-18-2000 


CAMBRIDGE CLASSICS 


OWNER OF US. REG. NOS. 1,447,409, 1,824,381 AND OTH- 
ERS. 

FOR DATE PLANNERS, NOTEBOOKS, PADFOLIO, BINDERS, 
BUSINESS CARD HOLDERS, TELEPHONE AND ADDRESS 
BOOKS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 76-031,156. MEAD CORPORATION, THE, DAYTON, OH. 
FILED 4-18-2000. 


CAMBRIDGE COLLECTION 


OWNER OF U.S. REG. NOS. 1,447,409, 1,824,381 AND OTH- 
ERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**COLLECTION”’, APART FROM THE MARK AS SHOWN. 

FOR DATE PLANNERS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 


SN 76-031,443. BOB JONES UNIVERSITY, INC., GREENVILLE, 
SC. FILED 4-21-2000. 


EDUCATOR’S BOOKSHELF 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**EDUCATOR’S”’, APART FROM THE MARK AS SHOWN. 

FOR BOOKS THAT INSTRUCT HOW TO ADMINISTER AN 
EDUCATIONAL INSTITUTION AND BOOKS THAT INSTRUCT 
HOW TO TEACH (USS. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
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SN 76-035,074. DEMETRIOS LICENSING, LTD., NEW YORK, 
NY. FILED 4-26-2000. 


FOR THE BRIDE 


OWNER OF U.S. REG. NO. 1,764,402. 

SEC. 2(F). 

FOR BRIDAL MAGAZINES (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). 

FIRST USE 3-1-1991; IN COMMERCE 3-1-1991. 


SN 76-040,659. GS MEDICAL PACKAGING INC., MISSISSAUGA, 
ONTARIO L4Z IN9, CANADA, FILED 5-4-2000. 


STERIL-PEEL 


FOR STERILIZATION PACKAGING COMPRISING LAMINATE 
OF PLASTIC AND PAPER FOR PACKAGING ARTICLES TO 
BE STERILIZED (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 76-042,571. UNIVERSITY PRODUCTS, INC., HOLYOKE, MA. 
FILED 5-8-2000. 


SILVERSAFE 


FOR ENVELOPES, FOLDERS FOR THE ARCHIVAL STORAGE 
OF PHOTOGRAPHIC PRINTS AND NEGATIVES, AND ARCHI- 
VAL PAPER (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 3-22-2000; IN COMMERCE 3-22-2000. 


SN 76-048,200. VANCE PUBLISHING CORPORATION, LIN- 
COLNSHIRE, IL. FILED 5—12-2000. 


PRODUCE CONCEPTS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**PRODUCE"’, APART FROM THE MARK AS SHOWN. 

FOR TRADE PUBLICATION, NAMELY, A MAGAZINE FOR 
WHOLESALERS, AND RETAILERS OF FRESH FRUITS AND 
VEGETABLES AND FOR FOOD SERVICE PROVIDERS, NAME- 
LY, RESTAURANTS, HOSPITALS AND SCHOOLS (U.S. CLS. 
2. 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 7-0-1999; IN COMMERCE 7-0-1999. 


SN 76-048,208. VANCE PUBLISHING CORPORATION, LIN- 
COLNSHIRE, IL. FILED 5-12-2000. 


FRESH TRENDS 


FOR TRADE PUBLICATION, NAMELY, A MAGAZINE FOR 
GROWERS, WHOLESALERS, AND RETAILERS OF FRESH 
FRUITS AND VEGETABLES (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). 

FIRST USE 12-0-1991; IN COMMERCE 12-0-1991. 
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SN 76-049,714. BROADWAY TELEVISION NETWORK, INC., 
YORK, NEW, NY. FILED 5-16-2000. 


ELECTRONIC HOME 
THEATRE 


SEC. 2(F). 

FOR NEWSLETTERS, NEWS BULLETINS, ANNOUNCEMENT 
CARDS, GUIDES, SCHEDULES AND DIRECTORIES, ALL IN 
THE FIELD OF THE PRODUCTION, MARKETING, ADVER- 
TISING AND DISTRIBUTION OF STAGE THEATRICAL PRES- 
ENTATIONS ON TELEVISION (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). 

FIRST USE 4-15-1995; IN COMMERCE 4-15-1995. 


SN 76-050,489. SMITHKLINE BEECHAM BIOLOGICALS S.A., 
B-1330 RIXENSART, BELGIUM, FILED 5-17-2000. 


xB 


OWNER OF U.S. REG. NOS. 1,452,848 AND 2,019,144. 

THE MARK CONSISTS OF A STYLIZED STRAND OF DNA 
AND THE WORDS *‘‘ENGERIX-B”’. 

FOR PRINTED MATERIALS, NAMELY, PAMPHLETS RELAT- 
ING TO HEPATITIS B AND VACCINES TO PREVENT HEPA- 
TITIS B (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 4-1-2000; IN COMMERCE 4-1-2000. 


SN 76-051,467. WALGREEN CO., DEERFIELD, 
5-18-2000. 


IL. FILED 


FOR BATHROOM TISSUE (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). 
FIRST USE 1-0-1982; IN COMMERCE 1-0-1982. 
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SN 76-052,286. CRYSTAL ENERGY WORKS, INC., PLANO, TX. 
FILED 5-19-2000. 


FOR GIFT CARDS THAT CONTAIN CRYSTALS OR 
GEMSTONES (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
FIRST USE 1-18-2000; IN COMMERCE 3-27-2000. 


SN 76-052,507. BABITZ, JEFFREY, KENT LAKES, NY. FILED 
5-19-2000. 


PAINTCARDS 


FOR KIT CONTAINING COLORED PENCILS, WATERCOLOR 
PAINTS, CRAYONS, STENCILS AND/OR TEMPLATES AND THE 
LIKE FOR PAINTING AND ILLUSTRATING (U.S. CLS. 2, 5, 
22, 23, 29, 37, 38 AND 50). 


SN 76-052,508. BABITZ, JEFFREY, KENT LAKES, NY. FILED 
5-19-2000. 


PAINTVELOPES 


FOR KIT CONTAINING COLORED PENCILS, WATERCOLOR 
PAINTS, CRAYONS, STENCILS AND/OR TEMPLATES AND THE 
LIKE FOR PAINTING AND ILLUSTRATING (U.S. CLS. 2, 5, 
22, 23, 29, 37, 38 AND 50). 


SN 76-052,509. BABITZ, JEFFREY, KENT LAKES, NY. FILED 
5-19-2000. 


PAINTIONERY 


FOR KIT CONTAINING COLORED PENCILS, WATERCOLOR 
PAINTS, CRAYONS, STENCILS AND/OR TEMPLATES AND THE 
LIKE FOR PAINTING AND ILLUSTRATING (U.S. CLS. 2, 5, 
22, 23, 29, 37, 38 AND 50). 
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SN 76-055,390. ROSE ART INDUSTRIES, INC., LIVINGSTON, 
NJ. FILED 5-24-2000. 


DR. GEL 


FOR PENCILS, CRAYONS, MARKERS, COLORED PENCILS 
AND HIGHLIGHTERS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 


SN 76-055,696. VIACOM INTERNATIONAL INC., NEW YORK, 
NY. FILED 5-24-2000. 


FOR PRINTED MATTER, NAMELY, NOTE PAPER AND 
LOOSE LEAF PAPER, SERIES OF FICTION BOOKS, PLAYING 
CARDS, DECALS, BUMPER STICKERS, TRADING CARDS, 
NOTE CARDS, POSTERS, FOLDERS, PENCILS, PENS, CAL- 
ENDARS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 76-057,848. INTERNATIONAL CODE COUNCIL, INC., WHIT- 
TIER, CA. FILED 5-26-2000 


IEBC 


FOR SERIES OF MONOGRAPHS, SERIES OF BOOKS, PAM- 
PHLETS AND PRINTED MATERIALS COMPILED IN LOOSE- 
LEAF AND BOUND VOLUME FORMAT, ALL DEALING WITH 
EXISTING BUILDING STANDARDS DIRECTED TO THOSE 
CONCERNED WITH SUCH STANDARDS (U.S. CLS. 2, 5, 22, 
23, 29, 37, 38 AND 50). 


SN 76-057,895. NEWBRIDGE EDUCATIONAL PUBLISHING, 
LLC, NEW YORK, NY. FILED 5-26-2000. 


INVESTIGATING YOUR 
BACK YARD 


FOR PRINTED INSTRUCTIONAL MATERIALS IN THE FIELD 
OF SCIENCE AND GEOGRAPHY, USED BY TEACHERS AND 
STUDENTS TO INCREASE KNOWLEDGE AND IMPROVE 
PROBLEM SOLVING SKILLS, DECISION MAKING SKILLS AND 
CRITICAL THINKING SKILLS (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). 
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SN 76-058,665. PIPPEN, NATHANIEL HENRY, JR., GREENBELT, 
MD. FILED 5-31-2000. 


N. H. P. J. MINISTRIES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**MINISTRIES’’, APART FROM THE MARK AS SHOWN. 

FOR BOOKS AND MAGAZINES CONCERNING RELIGIOUS 
MATTER (USS. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 76-059,445. BURRY, MICHELLE, SANTA MONICA, CA. 
FILED 5-30-2000. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**CARDS’’, APART FROM THE MARK AS SHOWN. 

THE MARK IS LINED FOR THE COLOR RED; THE WORDS, 
HOUSE AND DOG COLLAR. 

THE MARK CONSISTS OF A DOG AND A DOG HOUSE. 

FOR GREETING CARDS, GREETING CARD ENVELOPES, 
STATIONERY, DIARIES, NOTEBOOKS AND NOTE PADS (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 4-12-2000; IN COMMERCE 4-12-2000. 


SN 76-059,676. EXTREME NETWORKS, INC., SANTA CLARA, 
CA. FILED 5-26-2000. 


EXTREME VELOCITY 


FOR PRINTED MATTER, NAMELY, NEWSLETTERS FOR THE 
NETWORKING FIELD (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 


FIRST USE 9-25-1997; IN COMMERCE 9-25-1997. 


SN 76-059,722. NEW YORK LIFE INSURANCE COMPANY, NEW 
YORK, NY. FILED 5-31-2000. 


QUANTITATIVELY 
SPEAKING 
FOR NEWSLETTERS IN THE FIELD OF FINANCIAL SERV- 


ICES (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
FIRST USE 6-11-1999; IN COMMERCE 6-11-1999. 
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SN 76-060,317. JOLLIE SALES, LTD., SILVER SPRING, MD 
FILED 5-31-2000. 


RECYCLE MEMORIES 


OWNER OF U.S. REG. NO. 1,867,603. 

FOR OCCASION AND GREETING CARDS, BOTH BLANK 
AND VERSED, WHICH FEATURE PHOTOGRAPHS OF PER- 
SONS, PLACES OR THINGS FORM THE PAST; ENVELOPES 
WHICH FEATURE PHOTOGRAPHS OF PERSONS, PLACES OR 
THINGS FROM THE PAST (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 


SN 76-060.673. LANCER MANAGEMENT COMPANY, 
LONG BEACH, NY. FILED 5-31-2000. 


INC., 


SAFETRUCK PLUS 


FOR NEWSLETTERS AND BROCHURES ON THE SUBJECT 
OF TRUCK SAFETY (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 
FIRST USE 5-0-1999; IN COMMERCE 5-0-1999. 


SN 76-060,674. LANCER MANAGEMENT COMPANY, 
LONG BEACH, NY. FILED 5-31-2000. 


INC., 


SAFECOACH PLUS 


FOR NEWSLETTERS AND BROCHURES ON THE SUBJECT 
OF BUS SAFETY (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
FIRST USE 6-0-1996; IN COMMERCE 6-0-1996. 
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SN 76-060,874. CAREW INTELLECTUAL PROPERTY TRUST, 
AN OHIO TRUST, THE TRUSTEE COMPRISING JOHN H.T. 
CAREW, A U.S. CITIZEN, THE, CINCINNATI, OH. FILED 
6-1-2000. 


OWNER OF U.S. REG. NOS. 1,257,549 AND 1,880,620. 

THE MARK CONSISTS OF A STYLIZED DESIGN 
SEAGULL. 

FOR PRINTED MANUALS IN THE AREA OF PROFESSIONAL 
SELLING TECHNIQUES (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 

FIRST USE 1-1-1987; IN COMMERCE 1-1-1987. 


OF A 


SN 76-061,355. CONWAY, MICHAEL W., CALIFON, NJ. FILED 
6-1-2000. 


THE FREEDOM FORMULA 


FOR PRINTED MATERIAL, NAMELY, A WORKBOOK AND 
BINDER WHICH FUNCTIONS AS AN ORGANIZATIONAL TOOL 
TO TRACK AND MANAGE ONE’S PERSONAL FINANCES (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 76-061,639. PROSOFTTRAINING.COM, AUSTIN, TX. FILED 
6-2-2000. 


FOR PRINTS AND PUBLICATIONS, NAMELY TRAINING 
BOOKS, EXAMS AND MANUALS FOR GLOBAL COMPUTER 
INFORMATION NETWORKS AND COMPUTER PROGRAMMING 
TECHNOLOGIES (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
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SN 76-061,641. PROSOFTTRAINING.COM, AUSTIN, TX. FILED 
6-2-2000. 


CIW 


FOR PRINTS AND PUBLICATIONS, NAMELY TRAINING 
BOOKS, EXAMS AND MANUALS FOR GLOBAL COMPUTER 
INFORMATION NETWORKS AND COMPUTER PROGRAMMING 
TECHNOLOGIES (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 76-061,793. PURELY COTTON, INC., SEATTLE, WA. FILED 
6-2-2000 


BETTER FOR YOU, BETTER 
FOR YOUR SKIN 


FOR BATHROOM TISSUE AND FACIAL TISSUE (U.S. CLS. 
2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 76-061,988. HURST, MARK, NEW YORK, NY. FILED 
6-2-2000. 


DOTCOM SURVIVAL GUIDE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“‘DOTCOM” AND “‘GUIDE"’, APART FROM THE MARK AS 
SHOWN. 

FOR PERIODIC NEWSLETTER FEATURING INFORMATION 
ON WEB SITE MARKETING, WEB SITE DESIGN, AND E-COM- 
MERCE SERVICES (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 


SN 76-061,989. STUNKEL, BRADLEY B., JUPITER, FL. FILED 


6-2-2000. 


IMAGINE PLACES 


FOR SELF-ADHESIVE STICKERS AND DECALCOMANIA 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 76-063,728. STANDEX INTERNATIONAL CORPORATION, 
SALEM, NH. FILED 6-2-2000. 


1° & 2 STARS 


FOR PRINTED MATTER, NAMELY EDUCATIONAL BOOKS 
FEATURING RELIGIOUS CONTENT (U.S. CLS. 2, 5, 22, 23, 29, 


37, 38 AND 50). 
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SN 76-063,866. TIME INC., NEW YORK, NY. FILED 6—-8-2000. 


SAVE BUILD KNOWLEDGE 
BUILD WEALTH 


FOR MAGAZINES AND NEWSLETTERS IN THE FIELD OF 
FINANCE, INVESTMENTS AND TOPICS OF GENERAL INTER- 
EST (U.S. CLS. 2, 5, 22, 23, 29. 37, 38 AND 50). 


SN 76-064,108. MORGAN STANLEY DEAN WITTER & CO., 
NEW YORK, NY. FILED 6-6-2000. 


THE LANGUAGE OF 
OFFSHORE TRUSTS 


FOR NEWSLETTERS DEVOTED TO FINANCIAL AND FINAN- 
CIAL MANAGEMENT INFORMATION (U.S. CLS. 2, 5, 22, 23, 
29, 37, 38 AND 50). 


SN 76-064,332. ONE BODY MANY PARTS, INDIANAPOLIS, IN. 
FILED 6-6-2000. 


ONE BODY...MANY PARTS 


FOR WRITING IMPLEMENTS; NAMELY PENS AND PENCILS 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 76-064,906. GEORGIA-PACIFIC CORPORATION, ATLANTA, 
GA. FILED 6~7-2000. 


We make the things that make 
you feel at home 


OWNER OF U.S. REG. NOS. 994,319, 1,585,652 AND OTHERS. 
FOR PRINTING PAPER (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 
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SN 76-065,429. WAGENHEIM, LES, CLEVELAND, OH. FILED 
6-7-2000. 


SOFTWIST 


FOR WRITING IMPLEMENTS, NAMELY PENS (U.S. CLS. 2, 
5, 22, 23, 29, 37, 38 AND 50). 


SN 76-066,325. OXMOOR HOUSE, INC., 
FILED 6-8-2000. 


BIRMINGHAM, AL. 


DELICIOUS WAYS TO 
CONTROL DIABETES 


FOR SERIES OF COOKBOOKS PERTAINING TO DIABETES 
MANAGEMENT (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
FIRST USE 6-1-1998, IN COMMERCE 6-1-1999. 


SN 76-067,608. STANDEX INTERNATIONAL CORPORATION, 
SALEM, NH. FILED 6-8-2000. 


FOR PRINTED BIBLE STUDY MATERIALS FOR USE IN ELE- 
MENTARY SCHOOL CURRICULUM (US. CLS. 2, 5, 22, 23, 29, 
37, 38 AND 50). 

FIRST USE 9-9-1999; IN COMMERCE 9-9-1999. 


SN 76-068,965. COUNCIL FOR TEEN DRIVING OF AMERICA, 
INC., WINSTON-SALEM, NC. FILED 6-14-2000. 


ROADSKILL 


FOR PRINTED INSTRUCTIONAL AND EDUCATIONAL MA- 
TERIALS AND NEWSLETTERS FOR TEENAGERS IN THE 
AREA OF DRIVER EDUCATION AND SAFETY (U.S. CLS. 2, 
5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 4-1-1999; IN COMMERCE 4-1-1999. 


SN 76-069,183. NAPCO, INC.. SPARTA, NC. FILED 6-13-2000. 


MY STATE QUARTER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**QUARTER"’, APART FROM THE MARK AS SHOWN. 

FOR CARDBOARD MAPBOARDS FOR HOLDING COINS AND 
CASINGS THEREFOR (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 
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SN 76-069,966. GILLETTE COMPANY, THE, BOSTON, MA. 
FILED 6-14-2000. 


Gel.max 


OWNER OF U.S. REG. NOS. 2,005,235 AND 2,014,354 

FOR WRITING INSTRUMENTS, NAMELY, PENS, PENCILS, 
MARKERS, WRITING INK AND REFILLS THEREFOR; AND 
CORRECTION PRODUCTS, NAMELY CORRECTION FLUID, 
CORRECTION FILM, ADHESIVE TAPES FOR STATIONERY 
AND HOUSEHOLD USE (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 


SN 76-070,716. C H COMPTON, ROSELLE, IL. FILED 6-16-2000. 


UNIMAX 


FOR BINDERS AND RELATED PRODUCTS, NAMELY LOOSE 
LEAF BINDERS AND MULTIPLE RING BINDERS (U.S. CLS. 
2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 3-15-2000; IN COMMERCE 3-15-2000. 


SN 76-071,217. HEK CAPITAL CORPORATION, ANCASTER, 
ONTARIO, CANADA, FILED 6-16-2000. 


TAKE CONTROL OF YOUR 
TELEPHONE 


FOR BOOKLETS CONTAINING INFORMATION AND DECALS 
RELATING TO THE PREVENTION OF PLACEMENT OF UNSO- 
LICITED TELEPHONE MESSAGES BY PROMOTIONAL ORGA- 
NIZATIONS NAMELY TELEMARKETING ORGANIZATIONS 
AND OTHER BUSINESS DOING TELEPHONIC SOLICITATIONS 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 76-073,403. HISPANIC EDUCATION MEDIA GROUP, 
SAUSALITO, CA. FILED 6-19-2000. 


KICK BUTT 


FOR PAPER GOODS, NAMELY, TOILET PAPER, NAPKINS, 
PAPER TOWELS AND FACIAL TISSUE (U.S. CLS. 2, 5, 22, 
23, 29, 37, 38 AND 50). 
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SN 76-074,757. NEWS AMERICA MAGAZINES, INC., NEW 
YORK, NY. FILED 6-21-2000. 


MAXIMUM GOLF 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“GOLF"’, APART FROM THE MARK AS SHOWN. 

FOR STATIONERY, WRITING PAPER AND ENVELOPES; 
MEMO PADS- PLAYING CARDS; TRADING CARDS; POST- 
CARDS; DESK CALENDARS; WALL CALENDARS- GREETING 
CARDS; MOUNTED AND UNMOUNTED PHOTOGRAPHS; 
STICKERS; DECALS; POSTERS; PENS AND PENCILS; TELE- 
PHONE CALLING CARDS NON-MAGNETICALLY ENCODED; 
NONFICTION BOOKS IN THE FIELD OF GOLF; AND INSTRUC- 
TIONAL AND EDUCATIONAL BOOKS IN THE FIELD OF GOLF 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 78-000,274. QUICK COM AG, ZUG, SWITZERLAND, FILED 
3-21-2000. 


FOR COMPUTER SOFTWARE MANUALS AND PRINTED 
TRAINING MATERIALS ON THE ELECTRONIC TRANS- 
MISSION OF DOCUMENT AND DATA FILES; COMPUTER 
HARDWARE MANUALS AND PRINTED TRAINING MATE- 
RIALS ON THE USE AND OPERATION OF COMPUTER HARD- 
WARE (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


CLASS 17—RUBBER GOODS 


SN 75-436.269. ATLAS ROOFING CORPORATION, MERIDIAN, 
MS. FILED 2-18-1998. 


AC ULTRA 


OWNER OF U.S. REG. NO. 1,755,305. 
FOR ROOFING INSULATION (U.S. CLS. 1, 5, 12, 13, 35 AND 


50). 
FIRST USE 8-0-1998; IN COMMERCE 8-0-1998. 


SN 75-525,670. CATALINA COATING AND PLASTICS, INC., 
LAS VEGAS, NV. FILED 7-27-1998. 


SIGN-AD 


FOR PLASTIC IN THE FORM OF SHEETS FOR USE IN MAN- 
UFACTURING (U.S. CLS. 1, 5, 12, 13, 35 AND 50). 
FIRST USE 2-1-1995; IN COMMERCE 2-1-1995. 
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SN 75-531,388. EDWARD GRAPHIC SUPPLIES LIMITED, 
BRAMPTON, ONTARIO, L6T 4£3, CANADA, FILED 8-5-1998. 


MAXIMIZER 


PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA AP- 
PLICATION NO. 881,668, FILED 6-17-1998, REG. NO. 530,090, 
DATED 7-12-2000, EXPIRES 7-12-2015. 

FOR CYLINDER BUILD-UP MATERIAL FOR THE PRINTING 
INDUSTRY, NAMELY, TAPE (U.S. CLS. 1, 5, 12, 13, 35 AND 
50). 


SN 75-687,599. PETRASHEK, JOSEPH LINN, CHANDLER, AZ. 
FILED 4-20-1999. 


ALIEN SKIN 


FOR LUMINOUS PLASTIC TAPE FOR USE IN SAFETY 
MARKINGS (U.S. CLS. 1, 5, 12, 13, 35 AND 50). 
FIRST USE 2-22-1999; IN COMMERCE 2-22-1999. 


SN 75-742,325. SOUTHWALL TECHNOLOGIES INC., PALO 
ALTO, CA. FILED 7-2-1999. 


HEAT MIRROR 


OWNER OF US. REG. NO. 1,826,355. 

SEC. 2(F). 

FOR TRANSPARENT, METALIZED, POLYURETHANE FILM 
FOR USE IN GLASS LAMINATIONS (U.S. CLS. 1, 5, 12, 13, 
35 AND 50). 

FIRST USE 4-1-1981; IN COMMERCE 4-1-1981. 


SN 75-753,881. DECOUSTICS LIMITED, ETOBICOKE, ONTARIO, 
CANADA, FILED 7-14-1999. 


CLARO 


OWNER OF CANADA REG. NO. 485,595, DATED 11-17-1997, 
EXPIRES 11-17-2012. 

THE ENGLISH TRANSLATION OF THE SPANISH AND POR- 
TUGUESE WORD ‘*‘CLARO” IS **CLEAR”’. 

FOR ACOUSTICAL CEILING PANELS FOR BUILDINGS (U.S. 
CLS. 1, 5, 12, 13, 35 AND 50). 


SN 75-819,457. FFC ACQUISITION, LP, DBA FI-FOIL COM- 
PANY, AUBURNDALE, FL. FILED 10-12-1999. 


INSOLUTION 


FOR RADIANT BARRIER FOR USE IN INSULATION FOR 
BUILDINGS (U.S. CLS. 1, 5, 12, 13, 35 AND 50). 
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SN 75-864,876. TC MILLWORK, INC.. BENSALEM, PA. FILED 
12-6-1999. 


THERMAFLEX 


FOR PLASTIC LAMINATED SHEETS AND BARS FOR FUR- 
THER MANUFACTURE INTO DOORS, WALL PANELS, MOLD- 
INGS, DISPLAY AND STORE FIXTURES AND SIGNS (U.S. CLS. 
1, 5, 12, 13, 35 AND 50). 

FIRST USE 10-28--1998; IN COMMERCE 10-28-1998. 


SN 76-037,715. UTILITY STRUCTURAL SYSTEMS, HOUSTON, 
TX. FILED 5-1-2000. 


POLY-SET 


FOR FOAMING SYNTHETIC PLASTICS USED FOR BACK- 
FILL IN SETTING AND RESETTING POLES, GROUND LINE 
TREATMENT AND POLY CORRECTION (U.S. CLS. 1, 5, 12, 
13, 35 AND 50). 

FIRST USE 5—1—1989; IN COMMERCE 5-2-1989. 


CLASS 18—LEATHER GOODS 


SN 75-851,642. FLEXI-BOGDAHN TECHNIK GMBH & CO. KG, 
22941 BARGTEHEIDE, FED REP GERMANY, FILED 
11-17-1999. 


FLEXO 


PRIORITY CLAIMED UNDER SEC. 44(D) ON ERPN CMNTY 
TM OFC APPLICATION NO. 001178227, FILED 5-19-1999, REG. 
NO. 1178227, DATED 8-17-2000, EXPIRES 5-19-2009. 

OWNER OF U.S. REG. NO. 1,244,471. 

FOR DOG LEASHES WHICH ARE MECHANICALLY 
REWINDABLE (U.S. CLS. 1, 2, 3, 22 AND 41). 


SN 75-875,308. SAMSONITE CORPORATION, DENVER, CO. 
FILED 12-29-1999, 


U4 


FOR LUGGAGE (US. CLS. 1, 2, 3, 22 AND 41). 


SN 76-066,944. 
6-12-2000. 


INFANTINO, INC., SAN DIEGO, CA. FILED 


COZY RIDER 


FOR INFANT CARRIER MADE OUT OF FABRIC WHICH IS 
ATTACHED TO THE ADULT BY PADDED STRAPS (U.S. CLS. 
1, 2, 3, 22 AND 41). 
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SN 76-075,000. NEWS AMERICA MAGAZINES, INC., NEW 
YORK, NY. FILED 6-21-2000. 


MAXIMUM GOLF 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**GOLF’’, APART FROM THE MARK AS SHOWN. 

FOR GOLF UMBRELLAS; BEACH BAGS, FANNY PACKS, 
KNAPSACKS AND BACKPACKS; BOOK BAGS; ALL PURPOSE 
SPORTS BAGS; TOTE BAGS; DUFFEL BAGS; AND GOLF SHOE 
BAGS FOR TRAVEL (U.S. CLS. 1, 2, 3, 22 AND 41). 


SN 76-076,180. PACIFIC CONNECTIONS OF CALIFORNIA, INC., 
ONTARIO, CA. FILED 6-22-2000. 


CAREER READY 


FOR HANDBAGS, BACKPACKS AND WALLETS (U.S. CLS. 
1, 2, 3, 22 AND 41). 
FIRST USE 6-0-1999; IN COMMERCE 6-0-1999. 


CLASS 19—NON-METALLIC BUILDING 
MATERIALS 


SN 75-455,137. NATURAL ROCK COMPANY, SNOWFLAKE, AZ. 
FILED 3-23-1998. 


WIND ROCK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**ROCK”’, APART FROM THE MARK AS SHOWN. 

FOR SCULPTURES OF NATURAL SANDSTONE (U.S. CLS. 
1, 12, 33 AND 50). 

FIRST USE 2-3-1998; IN COMMERCE 2-3-1998. 
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SN 75-484,921. THA] CERAMIC CO., LTD.. THE, BANGKOK 
10800, THAILAND, FILED 5-14-1998. 


OWNER OF THAILAND REG. NO. KOR27054, DATED 
1-13-1994, EXPIRES 1-13-2004. 

THE MARK CONSISTS IN PART OF A STYLIZED REPRESEN- 
TATION OF AN ELEPHANT. 

THE ENGLISH TRANSLATION OF *“*COTTO” IS **COOKED"”’. 

SEC. 2(F) AS TO “COTTO”. 

FOR WALL TILES, MOSAIC WALL TILES, ROOFING TILES, 
MOSAIC ROOFING TILES AND NON-METAL FLOOR TILES 
AND MOSAIC FLOOR TILES MADE PRIMARILY OF NON- 
METAL (U.S. CLS. 1, 12, 33 AND 50). 

FIRST USE 0-0-1984; IN COMMERCE 0-0-1985. 


SN 75-810,764. TRIVITRO CORPORATION, KENT, WA. FILED 
9-29-1999. 


VITROCAST 


FOR GROUND FUSED SILICA USED IN THE MANUFAC- 
TURING PROCESS AS FOUNDRY SAND AND REFRACTORY 
MATERIAL (U.S. CLS. 1, 12, 33 AND 50). 

FIRST USE 10-1-1996; IN COMMERCE 2-25-1997. 


SN 75-856,144. INTERAMERICA IMPORTS, 
BEACH, FL. FILED 10-27-1999. 


INC., POMPANO 


ROTELLE 


THE ENGLISH TRANSLATION OF THE WORD ‘“‘ROTELLE” 
IN THE MARK IS *“SMALL WHEELS”. 

FOR CERAMIC TILES (U.S. CLS. 1, 12, 33 AND 50). 

FIRST USE 8-0-1997; IN COMMERCE 8-0-1997. 
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SN 75-856,503. H2000, INC., COPPELL, TX. FILED 11-23-1999. 


BIO-STREAM 


FOR NON-METAL GARDEN POOLS, IN-GROUND POOLS, 
WATER POOLS, WATERFALLS AND WATER COURSES; STAT- 
UES AND FIGURINES MADE FOR FOUNTAINS OR GARDENS 
MADE FROM NATURAL STONE, ARTIFICIAL STONE, AND 
CONCRETE; BLOCKS AND ORNAMENTAL SHAPES MADE 
FROM NATURAL STONE, ARTIFICIAL STONE OR CONCRETE 
FOR USE IN GARDENS AND GARDEN POOLS (U.S. CLS. 1, 
12, 33 AND 50). 


SN 75-864,875. DENGLAS TECHNOLOGIES, 
MOORESTOWN, NJ. FILED 12-6-1999. 


LLC, 


CLEARVIEW 


FOR TEMPERED ANTI-REFLECTIVE GLASS FOR USE IN 
CONSTRUCTING SHOWCASES AND DISPLAY CASES (U.S. 
CLS. 1, 12, 33 AND 50). 


SN 75-865,892. CONNOR SPORTS FLOORING CORPORATION, 
ARLINGTON HEIGHTS, IL. FILED 12-7-1999. 


UNIFORCE 


FOR CUSHIONED HARDWOOD SPORTS FLOORING (US. 
CLS. 1, 12, 33 AND 50). 
FIRST USE 10-1-1998; IN COMMERCE 10-1-1998. 


SN 75-934,892. FLORIM USA, INC., CLARKSVILLE, TN. BY 
CHANGE OF NAME TILECERA, INC., CLARKSVILLE, TN. 
FILED 3-3-2000. 


NATCHEZ 


FOR CERAMIC AND PORCELAIN WALL AND FLOOR TILES 
(U.S. CLS. 1, 12, 33 AND 50). 


SN 76-008,920. MINERGY CORP., WAUKESHA, WI. 
3-24-2000. 


FILED 


BADGER CEMENT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**CEMENT"’, APART FROM THE MARK AS SHOWN. 
FOR PORTLAND CEMENT (U.S. CLS. 1, 12, 33 AND 50). 
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SN 76-030,328. BMC WEST CORPORATION, BOISE, ID. FILED 
4-19-2000. 


PERFORMA 


FOR NON-METAL WINDOWS (U.S. CLS. 1, 12, 33 AND 50). 


SN 76-036,133. NIPPON ELECTRIC GLASS CO., LTD., SHIGA, 
JAPAN, FILED 4-27-2000. 


FIRELITE IGU 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**IGU”’, APART FROM THE MARK AS SHOWN. 

FOR FIRE-RATED AND IMPACT SAFETY-RATED GLAZING 
MATERIAL FOR BUILDING WINDOWS, DOORS AND PARTI- 
TIONS; NAMELY SHEET GLASS, WIRE GLASS, LAMINATED 
GLASS, AND MULTIPLE GLASS (U.S. CLS. 1, 12, 33 AND 50). 

FIRST USE 5-0-1997; IN COMMERCE 5-0-1997. 


SN 76-048,118. SYNTHETIC INDUSTRIES, 
MAUGA, GA. FILED 5-12-2000. 


INC., CHICKA- 


GEOSOLUTIONS 


FOR SYNTHETIC FIBERS AND FABRICS FOR USE IN BUILD- 
ING AND CONSTRUCTION, CIVIL ENGINEERING ENVIRON- 
MENTS, GEOTEXTILES, AND EROSION CONTROL AND REIN- 
FORCEMENT APPLICATIONS (U.S. CLS. 1, 12, 33 AND 50). 


SN 76-052,264. UNITED CONSTRUCTION PRODUCTS, 
DENVER, CO. FILED 5-19-2000. 


INC., 


LEVEL.IT 


FOR NON-METAL, ADJUSTABLE PEDESTALS WITH A 
UNIQUE MECHANISM TO SUPPORT PAVING STONES, WOOD- 
EN DECKS, SLEEPERS, FLOORING PANELS OR OTHER MATE- 
RIALS ON A SLOPED OR FLAT SURFACE, WHERE THE MATE- 
RIALS ARE SET ON TOP OF THE PEDESTALS TO CREATE 
A DECK OR FLOOR SURFACE (U.S. CLS. 1, 12, 33 AND 50). 


SN 76-053,566. MARTCO PARTNERSHIP, ALEXANDRIA, LA. 
FILED 5-22-2000 


SCIG 


FOR WOOD PRODUCTS, NAMELY, PLYWOOD (U.S. CLS. 
1, 12, 33 AND 50). 
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SN 76-055,440. WILBERT FUNERAL SERVICES, INC., FOREST 
PARK, IL. FILED 5-24-2000. 


VETERAN SALUTE 


FOR BURIAL VAULTS (U.S. CLS. 1, 12, 33 AND 50). 


CLASS 20—-FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


SN 75-550,965. SEALY TECHNOLOGY, LLC, TRINITY, NC. BY 
ASSIGNMENT OHIO MATTRESS COMPANY LICENSING 
AND COMPONENTS GROUP, THE, CLEVELAND, OH. FILED 
9-14-1998. 


DSS 


FOR MATTRESSES AND MATTRESS FOUNDATIONS (U.S. 
CLS. 2, 13, 22, 25, 32 AND 50). 


SN 75-591,856. EVANS CONSOLES INC., CALGARY, ALBERTA, 
CANADA, FILED 11-19-1998. 


IDENTITY 


PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA AP- 
PLICATION NO. 894186, FILED 10-23-1998, REG. NO. 530479, 
DATED 7-25-2000, EXPIRES 7-25-2015. 

FOR CONSOLE FURNITURE FOR USE IN CONTROL ROOMS 
AND TRADING ROOMS, NAMELY, CONSOLES COMPRISING 
DESKS, FIXED AND ADJUSTABLE HEIGHT WORK SURFACES, 
FIXED AND SLIDING SHELVES, DRAWERS, CABINETS, OVER- 
HEAD SHELVES AND RACKS SOLD TOGETHER (U.S. CLS. 
2, 13, 22, 25, 32 AND 50). 


SN 75-678,703. ARTSCAPE, INC., PORTLAND, OR. FILED 
4-9-1999. 


ARTSCAPE 


FOR WINDOW COVERINGS, NAMELY, WINDOW FILM (U.S. 
CLS. 2, 13, 22, 25, 32 AND 50). 
FIRST USE 4-15-1998; IN COMMERCE 4-5-1999. 


SN 75-734,399. MENASHA MATERIAL HANDLING CORPORA- 
TION, OCONOMOWOC, WI. BY ASSIGNMENT MENASHA 
CORPORATION, NEENAH, WI. FILED 6-22-1999. 


CUT-N-WELD 


FOR PLASTIC CONTAINERS USED FOR THE STORAGE AND 
TRANSPORTATION OF GOODS (U.S. CLS. 2, 13, 22, 25, 32 
AND 50). 

FIRST USE 7-0-1997; IN COMMERCE 7-0-1997. 
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SN 75-785,785. MILLER BREWING COMPANY, MILWAUKEE, 
WL. FILED 8-26-1999 


FOR BEER TAP HANDLES MADE PRIMARILY OF PLASTIC 
(U.S. CLS. 2, 13, 22, 25, 32 AND 50). 


SN 75-796,074. AIR DIMENSIONAL DESIGN, INC., LOS ANGE- 
LES, CA. FILED 9-10-1999. 


AIRDD 


FOR INDOOR AND OUTDOOR INFLATABLE TUBES AND 
SHAPES OF PLASTIC AND THE LIKE, BOTH STATIC AND 
DYNAMIC, FOR DECORATING BUILDINGS, STRUCTURES 
AND THE LIKE, AND FOR USE AS PUBLICITY, ADVERTISING 
AND PROMOTIONAL OBJECTS (U.S. CLS. 2, 13, 22, 25, 32 
AND 50). 

FIRST USE 10-26-1998; IN COMMERCE 10-26-1998. 


SN 75-807,650. CASCADE ENGINEERING, INC., GRAND RAP- 
IDS, MI. FILED 9-24-1999. 


CASCADE COMMERCIAL 
CONTAINER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**COMMERCIAL CONTAINER’’, APART FROM THE MARK AS 
SHOWN. 

FOR PLASTIC CONTAINERS FOR REFUSE AND GENERAL 
HOUSEHOLD USE (U.S. CLS. 2, 13, 22, 25, 32 AND 50). 

FIRST USE 10-19-1999; IN COMMERCE 10-19-1999. 
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SN 75-807,651. CASCADE ENGINEERING, INC., GRAND RAP- 
IDS, MI. FILED 9-24-1999 


CASCADE RECYCLE BIN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**RECYCLE BIN’’, APART FROM THE MARK AS SHOWN. 

FOR PLASTIC CONTAINERS FOR REFUSE AND GENERAL 
HOUSEHOLD USE (U.S. CLS. 2, 13, 22, 25, 32 AND 50). 

FIRST USE 10-19-1999; IN COMMERCE 10-19-1999. 


SN 75-841,263. E. I DU PONT DE NEMOURS AND COMPANY, 
WILMINGTON, DE. FILED 11-4-1999. 


ZODIAQ 


FOR COUNTERTOPS (U.S. CLS. 2, 13, 22, 25, 32 AND 50). 


SN 76-042,100. SYNNOVATION, LLC, MADISON, WI. 
5-3-2000. 


FILED 


FURBALL 


FOR DECORATIVE PILLOWS (U.S. CLS. 2, 13, 22, 25, 32 
AND 50). 
FIRST USE 11-30-1999; IN COMMERCE 11-30-1999. 


SN 76-047,134. PRECISION DYNAMICS CORPORATION, SAN 
FERNANDO, CA. FILED 5-15-2000. 


SUNNY 


FOR NON-METALLIC IDENTIFICATION WRISTBANDS FOR 
PEOPLE IN HOSPITALS AND OTHER LOCALES (U.S. CLS. 2, 
13, 22, 25, 32 AND 50). 

FIRST USE 11-0-1999, IN COMMERCE 1 1-0-1999. 


SN 76-047,531. 
$—12-2000. 


DITTO SALES, INC., JASPER, IN. FILED 


CHELA 


FOR CHAIRS (U.S. CLS. 2, 13, 22, 25, 32 AND 50). 
FIRST USE 9-6-2000; IN COMMERCE 9-6-2000. 
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SN 76-049,059. TERK TECHNOLOGIES CORPORATION, 
COMMACK, NY. FILED 5-15-2000. 


FOR FURNITURE, NAMELY, SHELVING UNITS FOR AUDIO 
VIDEO EQUIPMENT (U.S. CLS. 2, 13, 22, 25, 32 AND 50). 
FIRST USE 1-0-1996, IN COMMERCE 1-0-1996. 


SN 76-056,300. STEELCASE DEVELOPMENT INC., GRAND 
RAPIDS, MI. FILED 5-24-2000. 


EMERGE 


FOR OFFICE FURNITURE (U.S. CLS. 2, 13, 22, 25, 32 AND 
50). 


SN 76-069,338. FINANZ ST. HONORE, B.V., 1017 CG AMSTER- 
DAM, NETHERLANDS, FILED 6-13-2000. 


TINKERBELL 


FOR COMBINATION PILLOW AND PAJAMA BAG, CUSH- 
IONS (U.S. CLS. 2, 13, 22, 25, 32 AND 50). 


SN 78-001,143. COUSIN CORPORATION OF AMERICA, LARGO, 
FL. FILED 3-27-2000. 


POP’N MAGIC 


FOR BEADS FOR MAKING BRACELETS AND NECKLACES 
(U.S. CLS. 2, 13, 22, 25, 32 AND 50). 


CLASS 21—HOUSEWARES AND GLASS 


SN 75-713,419. WINKLER FORMING, INC., SANTA FE SPRINGS, 
CA. FILED 5-25-1999. 


DIPDOME 


FOR PLASTIC STORAGE CONTAINERS FOR FOODS AND 
LIDS THEREFOR, AND PLASTIC STORAGE CONTAINERS FOR 
HOUSEHOLD OR KITCHEN USE AND LIDS THEREFOR (U.S. 
CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 21—({Continued). 


SN 75-752.439. GLOBAL ONE COMMUNICATIONS WORLD 
HOLDING B.V, AMSTERDAM, NETHERLANDS, FILED 
7-16-1997. 


OWNER OF U.S. REG. NO. 2,166,797. 

FOR MUGS AND BEVERAGE CAN INSULATORS (U.S. CLS. 
2, 13, 23, 29, 30, 33, 40 AND 50). 

FIRST USE 2-0-1996; IN COMMERCE 2-0-1996. 


SN 75-810,871. EASY DAY MANUFACTURING COMPANY, 
DBA SUBURBANITE INDUSTRIES, HOLLISTON, MA. FILED 
9-29-1999. 


DUSTALL 


FOR DUST MOPS (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 
50). 


SN 75-858,700. CUSTOM COOKIE COMPANY, INC., SOUTH OR- 
ANGE, NJ. FILED 11-29-1999. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“CUSTOM COOKIE COMPANY, INC.”’, APART FROM THE 
MARK AS SHOWN. 

THE MARK INCLUDES A STYLIZED DEPICTION OF A 
COOKIE STAMP BEARING THE LETTERS **CCC”’. 

FOR CUSTOM DESIGNED COOKIE CUTTERS AND COOKIE 
STAMPS (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). 

FIRST USE 12-1-1998; IN COMMERCE 12-1-1998. 
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SN 75-867,843. EASTERN ARIZONA COLLEGE FOUNDATION, 
THATCHER, AZ. FILED 12-10-1999. 


GILA HANK 


SEC. 2(F). 

FOR HOUSEWARES AND GLASS, NAMELY GLASS AND 
PLASTIC MUGS, GLASS AND PLASTIC CUPS, DRINKING 
GLASSES, AND SHOT GLASSES (U.S. CLS. 2, 13, 23, 29, 30, 
33, 40 AND 50). 

FIRST USE 1-1-1985; IN COMMERCE 1-1-1985. 


SN 75-875,644. ALLURE HOME CREATION CO., INC., BOON- 
TON, NJ. FILED 12-20-1999 


CRICKET HILL CREATIONS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**CREATIONS”’, APART FROM THE MARK AS SHOWN. 

FOR HOUSEWARES, NAMELY - LOTION DISPENSER BOT- 
TLE AND TOILET BOWL BRUSH (U.S. CLS. 2, 13, 23, 29, 30, 
33, 40 AND 50). 

FIRST USE 7-31-1999; IN COMMERCE 7-31-1999 


SN 75-878,262 
12-21-1999. 


WELDBUILT INC., PEMBROKE, MA. FILED 


JUDEMATE 


FOR HOLDER FOR HOUSEHOLD IMPLEMENTS, NAMELY 
TOOTHBRUSHES; IN THE NATURE OF A WALL MOUNTABLE 
HOLDER FOR MULTIPLE TOOTHBRUSH DEVICES FOR 
HOUSEHOLD USE (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 
50). 


SN 76-008,398. NEWELL OPERATING COMPANY, FREEPORT, 
IL. FILED 3-22-2000 


ARTISAN 


FOR COOKWARE, NAMELY, POTS AND PANS (U.S. CLS. 
2, 13, 23, 29, 30, 33, 40 AND 50). 


SN  76-038,109. DIFFUSION D’ARTICLES 
TYPIQUES ET CULINAIRES, 88340 - 
FRANCE, FILED 4-28-2000 


RUSTIQUES 
LE VAL D‘’AJOL, 


ELASTOMOULE 


FOR COOKWARE, NAMELY COOKERY MOLDS (U.S. CLS. 
2, 13, 23, 29, 30, 33, 40 AND 50). 
FIRST USE 2-26-1999, IN COMMERCE 2-26-1999. 


OFFICIAL GAZETTE 
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SN 76-040,258. ZAK DESIGNS INC., SPOKANE, WA. FILED 
5-3-2000. 


FUN FLOATS 


FOR ACRYLIC DRINK WARE AND BOWLS WITH A CLOSED 
SYSYTEM AT THE BOTTOM CONTAINING ORNAMENTS IN 
LIQUID (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). 


SN  76-040.421. DIFFUSION D’ARTICLES RUSTIQUES 
TYPIQUES ET CULINAIRES, 88340 - LE VAL D'AJOL 525, 
FRANCE, FILED 5-4-2000. 


ELASTOMOLD 


FOR COOKERY MOLDS (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 
AND 50). 
FIRST USE 12-31-1999; IN COMMERCE 12-31-1999. 


SN 76-049,723. SEEING SPOTS, INC., PORTLAND, OR. FILED 
5—16-2000. 


FOR CERAMIC MUGS, GLASS MUGS, GLASS STORAGE 
JARS, AND COFFEE MUGS (U.S. CLS. 2, 13, 23, 29, 30, 33, 
40 AND 50). 

FIRST USE 3-21-2000, IN COMMERCE 3-21-2000. 


SN 78-000,313. BORGER, NANCY G., WAUSAU, WI. 
3-21-2000. 


FILED 


PLUNGERPOT 


FOR CONTAINER FOR STORING, CLEANING AND TRANS- 
PORTING A TOILET PLUNGER (U.S. CLS. 2, 13, 23, 29, 30, 
33, 40 AND 50). 

FIRST USE 2-10-2000; IN COMMERCE 2-10-2000. 
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CLASS 22—CORDAGE AND FIBERS 


SN 75-872,587. LES INDUSTRIES HARNOIS, INC., QUEBEC, 
CANADA, FILED 12-15-1999. 


uUmbrel 


PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA AP- 
PLICATION NO. 1036182, FILED 11-12-1999. 

FOR EXTERIOR SHELTERS, NAMELY, CANOPIES (U.S. CLS. 
1, 2, 7, 19, 22, 42 AND 50). 


SN 75-942,.291. HUNTER DOUGLAS INC., UPPER SADDLE 
RIVER, NJ. FILED 3-13-2000. 


ULTRAWEAR 


FOR CORDAGE AND FIBERS, NAMELY A CORD FOR RAIS- 
ING AND LOWERING WINDOW BLINDS (U.S. CLS. 1, 2, 7, 
19, 22, 42 AND 50). 


CLASS 24—FABRICS 


SN 75-419,344. FOOTHILL CAPITAL CORPORATION, AT- 
LANTA, GA. BY ASSIGNMENT THOMASTON MILLS, INC., 
THOMASTON, GA. FILED 1-16-1998. 


THOMASTON MILLS BED- 
IN-A-BAG 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**BED-IN-A-BAG"’, APART FROM THE MARK AS SHOWN. 

FOR BED SHEETS, PILLOWCASES, BED RUFFLES, PILLOW 
SHAMS, AND COMFORTERS (U.S. CLS. 42 AND 50). 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 24—(Continued). 


SN 75-758,393. 
7-23-1999. 


IVELICH, SANDY, BERKELEY, CA. FILED 


THE DRAWING IS LINED FOR THE COLOR(S) BLUE. 

FOR BEDDING, NAMELY, COMFORTERS, BLANKETS, 
THROW BLANKETS, BED SPREADS, SHEETS, DUVETS, 
DUVET COVERS, COVERLETS, BED RUFFLES, BED SKIRTS, 
BED SHEETS, PILLOW CASES, PILLOW SHAMS, BATH TOW- 
ELS, KITCHEN TOWELS, POTHOLDERS, WINDOW CURTAINS 
AND WINDOW TREATMENTS, SHOWER CURTAINS, BEACH 
TOWELS AND BATH MATS; LINEN, NAMELY, TABLE 
CLOTHS, RUNNERS, COASTERS, PLACEMATS, BATH LINEN, 
BED LINEN, TABLE LINEN AND HOUSEHOLD LINEN (U.S. 
CLS. 42 AND 50). 


SN 76-066,959. N.T.T. INC., DBA FABRIC TRADITIONS, NEW 
YORK, NY. FILED 6-9-2000. 


FREESPIRIT 


FOR FABRICS USED IN THE MAKING OF HANDMADE 
QUILTS, DOLLS AND OTHER CRAFT PROJECTS (U.S. CLS. 
42 AND 50). 


SN 76-074,753. NEWS AMERICA MAGAZINES, INC., NEW 
YORK, NY. FILED 6-21-2000. 


MAXIMUM GOLF 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**GOLF"’, APART FROM THE MARK AS SHOWN. 
FOR GOLF TOWELS (U.S. CLS. 42 AND 50). 
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SN 75-349,755. HUGO BOSS AG, 72555 METZINGEN, FED REP 
GERMANY, FILED 9-2-1997. 


Wop 


HUGO BOSS 


OWNER OF FED REP GERMANY REG. NO. 2036590, DATED 
5-18-1993, EXPIRES 3-31-2003. 

OWNER OF US. REG. NOS. 1,852,434, 1,891,134 AND OTH- 
ERS. 

THE NAME ‘“*HUGO BOSS” IN THE MARK REFERS TO A 
DECEASED INDIVIDUAL. 

THE MARK CONSISTS OF THE WORD ‘“‘BALDESSARINI”, 
IN A STYLIZED FORM, OVER THE WORDS ‘“‘HUGO BOSS”. 

FOR ARTICLES OF CLOTHING FOR MEN, WOMEN AND 
CHILDREN, NAMELY, TUXEDOS, COATS, SPORT COATS, TOP- 
COATS, RAINCOATS, RAINWEAR, GOWNS, DRESSES, SKIRTS, 
CULOTTES, JACKETS, SUITS, VESTS, SHIRTS, OVERALLS, 
COVERALLS, JUMPSUITS, PANTSUITS, PANTS, SLACKS, 
TROUSERS, SWEATPANTS, SHORTS, JEANS, DENIM JACKETS, 
SPORT SHIRTS, POLO SHIRTS, KNIT SHIRTS, T-SHIRTS, TANK 
TOPS, TURTLENECKS, BODYSUITS, BODYWEAR, NAMELY 
UNDERWEAR, BRIEFS, BOXER SHORTS, HOSIERY, SOCKS 
AND STOCKINGS, POCKET KERCHIEFS, SHOES, FASHION 
BOOTS, HEADWEAR, BELTS, EXERCISE SUITS; GLOVES AND 
MITTENS NORMALLY WORN AS CLOTHING, INCLUDING 
FASHION, CASUAL AND DRESS GLOVES, EXCLUDING WORK 
GLOVES, INDUSTRIAL AND PROTECTIVE GLOVES, GAR- 
DENING GLOVES, RUBBER PROTECTIVE GLOVES AND 
GLOVES DESIGNED FOR SPECIFIC SPORTS AND HAVING A 
SPECIFIC PROTECTIVE OR OTHER PERFORMANCE RELATED 
FUNCTION FOR SAID SPORTS; SWEATERS, CARDIGANS, 
PULLOVERS, CHEMISES, BLOUSONS, JOGGING SUITS, 
SWEATSHIRTS, LOUNGEWEAR, SUSPENDERS, BATHING 
SUITS, BATHING CAPS, SWIMWEAR, BEACHWEAR, ROBES, 
SLEEPWEAR, AND UNDERWEAR (U.S. CLS. 22 AND 39). 


SN 75-383,495. SHERIDAN, DAN, TEMPE, AZ. FILED 11-3-1997. 


NOOMOON 


FOR CLOTHING, NAMELY, T-SHIRTS, HATS, SWEATSHIRTS, 
TANK TOPS (U.S. CLS. 22 AND 39). 
FIRST USE 5-0-1993; IN COMMERCE 5-0-1993. 


OFFICIAL GAZETTE 
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SN 75-422,821. 
1-26-1998. 


OTOMIX, INC., LOS ANGELES, CA. FILED 


THE MARKS IS A CONFIGURATION FOR A SHOE. NO 
CLAIM IS MADE TO THE MATERIAL SHOWN BY EXTERIOR 
DOTTED LINES WHICH SERVE TO SHOW THE POSITION OF 
THE MARK ON THE GOODS. THE DASHED LINES APPEARING 
ON THE SURFACE OF THE SHOE REPRESENT STITCHING 
AND ARE A FEATURE OF THE GOODS; AND THE DOTTED 
LINES APPEARING ON THE SURFACE OF THE SHOES REP- 
RESENT STITCHING, THE PLACEMENT OF WHICH IS A FEA- 
TURE OF THE MARK. 

SEC. 2(F). 

FOR SHOES (U.S. CLS. 22 AND 39). 

FIRST USE 2-1-1994; IN COMMERCE 1-6-1995. 


SN 75-431,311. MARLBORO FOOTWORKS, LTD., NEWTON, 
MA. FILED 2-9-1998. 


NO COMMENT 


FOR FOOTWEAR FOR WOMEN (U.S. CLS. 22 AND 39). 


SN 75-521,705. LEARNING EXCHANGE, THE, KANSAS CITY, 
MO. FILED 7-20-1998. 


EARTHWORKS 


FOR CLOTHING, NAMELY T-SHIRTS, SWEAT SHIRTS AND 
CAPS (U.S. CLS. 22 AND 39). 
FIRST USE 5-31-1996; IN COMMERCE 5-31-1996. 


SN 75-561,679. LES MANUFACTURIERS DE SURVETEMENT 
L.W.L LTEE - L.W.L. OUTERWEAR MANUFACTURERS LTD, 
MARIEVILLE, QUEBEC, J3M_ IR2, CANADA, FILED 
9-30-1998. 


DUCKLAND 


FOR JACKETS, TROUSERS, PANTS, SHIRTS, VESTS, 
SHORTS, PARKAS, COATS, SUITS AND COVERALLS, CAPS, 
BELTS, MITTS AND GLOVES; PERSONAL FLOTATION DE- 
VICES, NAMELY SLEEVELESS VESTS WITH AN INFLATABLE 
MEMBRANE; SNOWMOBILE SUITS (U.S. CLS. 22 AND 39). 

FIRST USE 12-0-1998; IN COMMERCE 2-0-1999. 
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SN 75-631,536. AVENUE, INC., THE, WILMINGTON, DE. FILED 
2-1-1999. 


RAIN CLOUDS 


FOR FOOTWEAR (U.S. CLS. 22 AND 339). 


SN 75-678,003. COLLYMORE, BRENDA, FREDERICKSBURG, 
VA. FILED 4-9-1999. 


PEACEFULLY RESOLVE 
ALL YAMMERING 


FOR T-SHIRTS AND HATS (U.S. CLS. 22 AND 39). 


SN 75-709,869. QUIXTAR HOLDINGS, INC., WILMINGTON, DE. 


BY CHANGE OF NAME QUIXTAR, INC., GRAND RAPIDS, 
MI. FILED 5-20-1999 





QUIXTAR 


FOR CLOTHING FOR ADULTS AND CHILDREN, NAMELY, 
SHIRTS, BLOUSES, T-SHIRTS, SWEAT SHIRTS, SHORTS, HATS 
AND JACKETS (U.S. CLS. 22 AND 39). 


SN 75-709,872. QUIXTAR INVESTMENTS, INC., BINGHAM 
FARMS, MI. BY CHANGE OF NAME; BY MERGER 
QUIXTAR, INC., GRAND RAPIDS, MI. FILED 5-20-1999. 


QUIXTAR 


FOR CLOTHING FOR ADULTS AND CHILDREN, NAMELY, 
SHIRTS, BLOUSES, T-SHIRTS, SWEAT SHIRTS, SHORTS, HATS 
AND JACKETS (U.S. CLS. 22 AND 39). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 75-710,902. INIGUEZ, JR ELIGIO, DALY CITY, CA. FILED 
5-19-1999. 


SOLDADO 





THE ENGLISH TRANSLATION OF ‘*SOLDADO”’ IS **SOL- 
DIER”’. 

FOR CLOTHING, NAMELY PANTS, SHIRTS, TANK TOPS, 
SWEAT SHIRTS, JACKETS, ATHLETIC SHOES, HATS, SHORTS, 
T-SHIRTS, BELTS, WRIST BANDS, SWEAT BANDS, UNDER- 
GARMENTS, SOCKS, AND LEG WARMERS (U.S. CLS. 22 AND 
39). 

FIRST USE 2-5-1999; IN COMMERCE 4-3-1999. 


SN 75~748,407. HERBALOGIX, INC., ORANGE, CA. FILED 
7-12-1999. 


PROVENANCE 


FOR FULL LINE OF WOMEN’S, MEN’S AND CHILDREN’S 
CLOTHING, NAMELY T- SHIRTS, DRESSES, SKIRTS, SHORTS, 
JACKETS, COATS, SHIRTS, BLOUSES, SCARVES, PANTS, PA- 
JAMAS, SLEEPWEAR, SWEATERS, SWIMWEAR, CAPS, HATS, 
SUITS, SHOES, SNEAKERS, SOCKS, LINGERIE, TIES, SPORT 
AND ATHLETIC ATTIRE, NAMELY, SPORT SHIRTS, ATHLETIC 
SHORTS, UNIFORMS AND BELTS (U.S. CLS. 22 AND 39). 


SN 75-774,414. GUESS?, INC., LOS ANGELES, CA. FILED 
8-12-1999. 


/ 


FOR APPAREL, NAMELY, T-SHIRTS, SHIRTS, PANTS, JEANS, 
SHORTS, OVERALLS, SWEATERS AND JACKETS (U.S. CLS. 
22 AND 39). 
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SN 75-808,952. A & H SPORTSWEAR CO., 
STOCKERTOWN, PA. FILED 9-27-1999. 


INC., 


SWIM DOCTOR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“SWIM"’, APART FROM THE MARK AS SHOWN. 

FOR GIRLS’, JUNIORS’, MISSES’ AND WOMEN’S SWIM- 
WEAR AND COVERUPS (U.S. CLS. 22 AND 39). 


SN 75-835,219. ORLOVSKY, IGOR, WASHINGTON, DC. FILED 
11-16-1999. 


FOR PANTS, JEANS, SKIRTS, DRESSES, VESTS, SHIRTS, 
HATS, SWEAT SHIRTS, COATS, JACKETS, SHORTS (U.S. CLS. 
22 AND 39). 

FIRST USE 6-11-1996; IN COMMERCE 6-11-1996. 


SN 75-842,358. HOLLAND, J. KENT, JR., MCLEAN, VA. FILED 
11-8-1999. 


TAILBONES.COM 


FOR ATHLETIC CLOTHING, NAMELY, SHORTS AND PANTS 
(U.S. CLS. 22 AND 39). 
FIRST USE 10-15-1999; IN COMMERCE 10-15-1999. 


SN 75-842,885. WOLVERINE WORLD WIDE, INC., ROCKFORD, 
MI. FILED 11-8-1999. 


AIR PARADISE 


FOR FOOTWEAR (U.S. CLS. 22 AND 39). 
FIRST USE 2-5-1999; IN COMMERCE 2-5-1999. 


OFFICIAL GAZETTE 
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SN 75-856,351. WORLD TRIATHLON CORPORATION, TARPON 
SPRINGS, FL. FILED 11-23-1999. 


IRONWOMAN 


OWNER OF U.S. REG. NOS. 1,353,313, 2.261.283 AND OTH- 
ERS. 

FOR T-SHIRTS, SWEATSHIRTS, DENIM SHIRTS AND HATS, 
MARKETED IN ASSOCIATION WITH CONTESTS CONSISTING 
OF RUNNING, BIKING AND SWIMMING (U.S. CLS. 22 AND 
39). 

FIRST USE 2-1-1996; IN COMMERCE 2-1-1996 


SN 75-857,900. TANMARSH, INC., AUBURN, ME. BY ASSIGN- 
MENT AUSTER, MARSHA, AUBURN, ME. AND TANKEY, 
JOAN, LEWISTON, ME. FILED 11-24-1999. 


BUKRAP 


FOR SEE-THROUGH VEST FOR SCHOOL SUPPLIES (U.S. 
CLS. 22 AND 39). 


SN 75-858,727. STIL TRE S.R.L., 37035 SAN GIOVANNI 
ILARIONE (VR), ITALY, FILED 11-29-1999. 


SUS ESSE UT ESSE 


THE WORDS “SUS ESSE UT ESSE’’ ARE LATIN AND 
EQUIVALENT TO THE WORDING “‘INDIFFERENTLY TO BE 
FOR BEING.” 

FOR FOOTWEAR, NAMELY, SHOES, BOOTS, SLIPPERS, 
SANDALS AND ATHLETIC SHOES (U.S. CLS. 22 AND 39). 


SN 75-866,231. OLAM, LOS ANGELES, CA. FILED 12-6-1999. 


I’M AN ASHKEFARDIC 
ULTRAREFOCONSERVADOX 
AND PROUD OF IT 


FOR APPAREL, NAMELY, TEE-SHIRTS, SWEATSHIRTS, 
CAPS, AND JACKETS (U.S. CLS. 22 AND 39). 
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SN 75-866,676. PALLOTTA TEAMWORKS, LOS ANGELES, CA 
FILED 12-7-1999 


AARARRSAA STARK, 


FOR CLOTHING, NAMELY _ T-SHIRTS, 
SWEATSHIRTS (U.S. CLS. 22 AND 39). 


HATS AND 


SN 75-868,983. HANSARD, JERRY DWIGHT, MARION, AR. 
FILED 12-10-1999 


SO, 


FOR CLOTHING, NAMELY, SHIRTS, T-SHIRTS, COATS, 
HATS, PANTS, BLOUSES, VESTS, DRESSES, BOOTS AND 
SHOES (U.S. CLS. 22 AND 39). 


SN 75-870,387. WATTERS, TIMOTHY TERUO, SANTA ROSA, 
CA. FILED 12-23-1999 


TERUO 


FOR T-SHIRTS. SHIRTS, TURTLENECK SWEATERS, 
BLOUSES, TANK TOPS, SWEATERS, SWEATSHIRTS, LONG 
SLEEVE ZIPPERED SHIRTS, LONG SLEEVE HALF-ZIP SHIRTS, 
CARDIGANS, COATS, JACKETS, PARKAS, WIND RESISTANT 
JACKETS, PANTS, SLACKS, JEANS, SWEATPANTS, SHORTS, 
DRESSES, SKIRTS, SARONGS, UNDERWEAR, PANTIES, BRAS, 
MEN’S SWIMSUITS, WOMEN’S SWIMSUITS, VESTS, SUS- 
PENDERS, NECK TIES, BOW TIES, BELTS, SCARFS, SOCKS, 
VISORS, BEANIES, BANDANAS, HEAD BANDS, WRIST 
BANDS, JERSEYS AND FOOTWEAR, NAMELY, SHOES, SAN- 
DALS, BOOTS AND THONGS (U.S. CLS. 22 AND 39). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 75-879,165. JD FINE & COMPANY, CONCORD, CA. FILED 
12-23-1999. 














NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**SOFTWEAR"™ AND *‘SAN FRANCISCO”, APART FROM THE 
MARK AS SHOWN. 

FOR JACKETS, SKIRTS, DRESSES, PANTS, CAPRI PANTS, 
T-SHIRTS, TANK TOPS, CROP TOPS, HALTER TOPS, CAMI- 
SOLES, SLIPS, BRA TOPS, THONGS, PANTIES, BOXER 
SHORTS, BOY SHORTS, NIGHTGOWNS, CHEMISES AND 
ROBES (U.S. CLS. 22 AND 39). 

FIRST USE 3-0-1999; IN COMMERCE 3-0-1999. 


SN 75-881,399. ROOSTER PRODUCTS INTERNATIONAL, INC., 
SAN ANTONIO, TX. FILED 12-23-1999. 


BRACKEN CREEK 


FOR HUNTING VESTS, SPORTS GLOVES INCLUDING 
SHOOTING GLOVES, FOOTWEAR, HUNTING PANTS, HUNT- 
ING RAINWEAR, HUNTING SHIRTS, HUNTING JACKETS, 
HUNTING THERMAL UNDERWEAR, FISHING VESTS, FISHING 
WADERS, HATS, AND SUSPENDERS (U.S. CLS. 22 AND 39). 
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SN 75-881,865. TIME WARNER ENTERTAINMENT COMPANY, 
L.P.. NEW YORK, NY. FILED 12-22-1999. 


HARRY POTTER 


*“HARRY POTTER” IS NOT A LIVING INDIVIDUAL. 

FOR CLOTHING FOR MEN, WOMEN AND CHILDREN - 
NAMELY, SHIRTS, T-SHIRTS, SWEATSHIRTS, JOGGING SUITS, 
TROUSERS, PANTS. SHORTS, TANK TOPS, RAINWEAR, 
CLOTH BIBS, SKIRTS, BLOUSES, DRESSES, SUSPENDERS, 
SWEATERS, JACKETS, COATS, RAINCOATS, SNOW SUITS, 
TIES, ROBES, HATS, CAPS, SUNVISORS, BELTS, SCARVES, 
SLEEPWEAR, PAJAMAS, LINGERIE, UNDERWEAR, BOOTS, 
SHOES, SNEAKERS, SANDALS, BOOTIES, SLIPPER SOCKS, 
SWIMWEAR AND MASQUERADE AND HALLOWEEN COS- 
TUMES AND MASKS SOLD IN CONNECTION THEREWITH 
(U.S. CLS. 22 AND 39). 

FIRST USE 7-23-2000; IN COMMERCE 7-23-2000 


SN 75-884,786. SEJUNG & FUTURE CO., LTD., SEOUL, REPUB- 
LIC OF KOREA, FILED 12-30-1999 


NII 


FOR CLOTHING FOR MEN, WOMEN, CHILDREN AND SA- 
FARI, NAMELY, SANDALS, EMBROIDERED SHOES, ANORAKS 
FOR SPORTS, RAIN COATS, LONG COATS. SHORTS, HALF 
COATS, BLOUSONS, SUITS, SKIRTS, SLACKS. JACKETS, 
JUMPERS, BLUE JEANS, PARKAS, SHIRTS, SWEATERS, SPORT 
SHIRTS, UNIFORMS FOR SPORTS, VESTS. CARDIGANS, POLO 
SHIRTS, PULLOVERS, TEE-SHIRTS, MUFFS, MUFFLERS, 
GLOVES, SCARVES, SOCKS, APRONS, HATS, SUSPENDERS 
FOR CLOTHING, BELTS AND BOOTS (U.S. CLS. 22 AND 39). 
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SN 75-887,011. PHOENIX SUNS LIMITED PARTNERSHIP, 
PHOENIX, AZ. FILED 1-4-2000. 


OWNER OF U.S. REG. NOS. 1,850,765, 2,299,905 AND OTH- 
ERS. 

THE MARK IS COMPOSED OF A DESIGN OF BASKETBALL 
SUPERIMPOSED ONTO A STREAKING SUN. 

FOR CLOTHING, NAMELY, HOSIERY, FOOTWEAR, T- 
SHIRTS, SWEATSHIRTS, SWEATPANTS, PANTS, TANK TOPS, 
JERSEYS. SHORTS, PAJAMAS, SPORT SHIRTS, RUGBY 
SHIRTS, SWEATERS, BELTS, TIES, NIGHTSHIRTS, HATS, 
WARM-UP SUITS, JACKETS, PARKAS, COATS, CLOTH BIBS, 
HEAD BANDS, WRIST BANDS, APRONS, BOXER SHORTS, 
SLACKS, CAPS, EAR MUFFS, GLOVES, WOVEN AND KNIT 
SHIRTS (U.S. CLS. 22 AND 39). 


SN 75-913,421 
2-7-2000. 


SHELTER-PRO, LLC.. STEARNS, KY. FILED 


BUG BLASTER 


FOR CLOTHING AND CAMOUFLAGE APPAREL, NAMELY, 
CAMOUFLAGE JACKETS, CAMOUFLAGE SHIRTS, CAMOU- 
FLAGE PANTS, AND CAMOUFLAGE HOODS (U.S. CLS. 22 
AND 39). 

FIRST USE 12-0-1998; IN COMMERCE 12-0--1998. 
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SN 75-923,224. CANNIBAL IN SPORT PTY LTD, TWEED 
HEADS NSW 2485, AUSTRALIA, FILED 2-17-2000. 


FOR MEN’S AND WOMEN’S CASUAL CLOTHING, NAMELY, 
SHIRTS, T-SHIRTS, SHORTS, PANTS, SOCKS, MEN’S AND 
WOMEN’S SPORTSWEAR, NAMELY, CYCLE JERSEYS, CYCLE 
SHORTS, BIBS, SWIM WEAR, SHORTS, T-SHIRTS, SLEEVE- 
LESS TANK TOPS, SHORT SLEEVELESS TRAINING TOPS, 
SPORT SOCKS, AND CAPS (U.S. CLS. 22 AND 39). 

FIRST USE 11-0-1991; IN COMMERCE 6-0-1997. 


SN 76-008,960. CALZIFICIO PINELLI S.R.L., 
GOFFREDO (MANTOVA), ITALY, FILED 3-24-2000. 


CASTEL 


MICROMASSAGE MAGIC BY 
SOLIDEA 


FOR SOCKS, STOCKINGS, TIGHTS, LEGGINGS, PANTS (U.S. 
CLS. 22 AND 39) 
FIRST USE 1-31-1999; IN COMMERCE 2-28-1999. 


SN 76-012,313. FOCUS ON THE FAMILY, COLORADO 
SPRINGS, CO. FILED 3-29-2000. 


NATIONAL BIKE RIDE FOR 
THE FAMILY 


FOR CLOTHING SPECIFICALLY JERSEYS AND SOCKS (US. 
CLS. 22 AND 39). 


SN 76-025.555. DUKE, RANDOLPH, NEW YORK, NY. FILED 
4-13-2000. 


RANDOLPH DUKE 


FOR WOMEN’S SPORTSWEAR. NAMELY, JACKETS, SWEAT- 
ERS, PANTS, DRESSES, SKIRTS AND BLOUSES (U.S. CLS. 22 
AND 39). 

FIRST USE 10-1-1998, IN COMMERCE 10-1-1998. 
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SN 76-031,863. HOME WORKS, INC., CLARKSTON, GA. FILED 
4-21-2000. 


EZ-ADJUST 


FOR COOKING APRONS (U.S. CLS. 22 AND 39). 
FIRST USE 3-8-1999; IN COMMERCE 3-8-1999. 


SN 76-040,675. TRIPLE CAUTION, NORTH HOLLYWOOD, CA. 
FILED 54-2000. 


FOR CLOTHING, NAMELY SHIRTS AND HATS (U.S. CLS. 
22 AND 39). 


SN 76-047,500. BADD BROS., INC., FRANKLIN, MA. FILED 
$—15-2000. 


WORK HARD, WORK SAFE 


FOR CLOTHING, NAMELY, T-SHIRTS, SPORTS SHIRTS, 
KNIT SHIRTS, GOLF SHIRTS, SWEATSHIRTS, HATS, BRIEFS, 
UNDERWEAR AND SHORTS (U.S. CLS. 22 AND 39). 


SN 76-047,501. BADD BROS., INC., FRANKLIN, MA. FILED 
5-15-2000. 


WE CAN RAISE THE DEAD 


FOR CLOTHING, NAMELY, T-SHIRTS, SPORTS SHIRTS, 
KNIT SHIRTS, GOLF SHIRTS, SWEATSHIRTS, HATS, BRIEFS, 
UNDERWEAR AND SHORTS (U.S. CLS. 22 AND 39). 
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SN 76-048,371. MCINTOSH, 
AND JACKSON, LEDA, 
5-15-2000 


pixie lily 


FOR LUXURY BABY CLOTHES, NAMELY, KIMONOS, 
ROBES, DAY GOWNS, JACKETS, AND CAPS, ALL MADE OF 
FINE FABRICS, INCLUDING KNITS, AND PACKAGED IN SILK 
POUCHES (U.S. CLS. 22 AND 39). 

FIRST USE 2-1-2000; IN COMMERCE 3-17-2000. 


HAYDEN, NEW 


NEW ORLEANS, LA. 


SN 76-050,129. VANITY FAIR, INC., WILMINGTON, DE. FILED 
5-16-2000 


FINALLY...ME 


OWNER OF U.S. REG. NO. 2,058,416. 
FOR LINGERIE, SLEEPWEAR AND HOSIERY (U.S. CLS. 22 
AND 39) 


SN 76-051,627. YOUNG LIFE, COLORADO SPRINGS, CO. FILED 
5-18-2000 


FOR MEN’S AND WOMEN’S CLOTHING, NAMELY SHIRTS, 
T-SHIRTS, SWEATSHIRTS, SWEAT PANTS, SHORTS, POLO- 
STYLE SHIRTS, JACKETS, SOCKS, BOXER-TYPE SHORTS, 
AND BASEBALL-STYLE CAPS (U.S. CLS. 22 AND 39). 

FIRST USE 12-31-1959; IN COMMERCE 12-31-1959. 
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SN 76-051,700. EXECUTIVE APPAREL, INC., 
PA. FILED 5-12-2000 


PHILADELPHIA, 


EXECUTIVE APPAREL 


OWNER OF U.S. REG. NO. 1,541,619. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**APPAREL"’, APART FROM THE MARK AS SHOWN 

SEC. 2(F). 

FOR CLOTHING, NAMELY, MEN’S AND WOMEN’S UNI- 
FORM BLAZERS, UNIFORM VESTS, UNIFORM PANTS, UNI- 
FORM SHIRTS, UNIFORM TIES, UNIFORM SWEATERS, UNI- 
FORM RAINCOATS, UNIFORM COATS, UNIFORM JACKETS, 
UNIFORM BELTS, UNIFORM HATS AND UNIFORM TUXEDOS 
AND WOMEN’S UNIFORM BLOUSES, UNIFORM SKIRTS AND 
UNIFORM SCARVES (U.S. CLS. 22 AND 39). 

FIRST USE 7-1-1986; IN COMMERCE 7-1-1986. 


SN 76-052,467. WORLD CHAMPIONSHIP WRESTLING, INC., 
ATLANTA, GA. FILED 5-19-2000. 


NEW BLOOD 


FOR CLOTHING FOR MEN, WOMEN AND CHILDREN, 
NAMELY, SHIRTS, T-SHIRTS, SWEATSHIRTS, JOGGING SUITS, 
TROUSERS, JEANS, SHORTS, TANK TOPS, RAINWEAR, CLOTH 
BIBS, SKIRTS, BLOUSES, DRESSES, SUSPENDERS, SWEATERS, 
JACKETS, COATS, RAINCOATS, SNOWSUITS, TIES, ROBES, 
HATS, CAPS, SUNVISORS, BELTS, SCARVES, SLEEPWEAR, 
PAJAMAS, LINGERIE, UNDERWEAR, BOXER SHORTS, SOCKS, 
SHOES, SWIMWEAR, AND COSTUMES COMPRISED OF BODY 
SUITS AND FACE MASKS (U.S. CLS. 22 AND 39). 


SN 76-052,595. HOT KISS, INC., LOS ANGELES, CA. FILED 
5-19-2000. 




















bt 














OWNER OF U.S. REG. NOS. 2,151,457 AND 2,284,103. 

THE TRADEMARK, AS SHOWN ON THE DRAWING PAGE, 
HAS BEEN LINED TO INDICATE THE USE OF THE COLORS 
RED AND YELLOW. IN ADDITION, THE STIPPLING IN THE 
DRAWING IS USED TO INDICATE SHADING. 

FOR CLOTHING, NAMELY SWEATERS, VESTS, SWEAT 
SHIRTS, SWEAT PANTS, SHIRTS, SKORTS, BELTS, HATS AND 
SHOES (U.S. CLS. 22 AND 39). 
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SN 76-052,918. EMERIL’S FOOD OF LOVE PRODUCTIONS, 
LLC, NEW ORLEANS, LA. FILED 5-22-2000. 


4 


Va 


OWNER OF U.S. REG. NOS. 
2,238,738. 

FOR T-SHIRTS, CAPS AND JACKETS, CHEF'S HATS, 
SWEATSHIRTS, POLO SHIRTS AND APRONS (U.S. CLS. 22 
AND 339). 

FIRST USE 3-0-1990; IN COMMERCE 3-0-1990. 


2,176,212, 2,176,213 AND 


SN 76-054,558. KOMEX INTERNATIONAL, INC., LOS ANGE- 
LES, CA. FILED 5-22-2000. 


BUBBLEGUM USA 


OWNER OF U.S. REG. NOS. 2,169,517 AND 2,315,175. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**USA’’, APART FROM THE MARK AS SHOWN. 

FOR CLOTHING, NAMELY, BLAZERS, BLOUSES, BODY 
SUITS, BOXER SHORTS, CAMISOLES, CARDIGANS, SPORT 
COATS, DRESSES, HALTER TOPS, HATS, JACKETS, JEANS, 
JUMPSUITS, KNIT SHIRTS, MINISKIRTS, OVERALLS, PANTS, 
PANTSUITS, POLO SHIRTS, PULL-OVERS, SPORT SHIRTS. 
SWEATSHIRTS, SHORTS, SKIRTS, SLACKS, SWEATERS, T- 
SHIRTS, TANK TOPS, TOPS, TROUSERS, AND VESTS (U.S. 
CLS. 22 AND 39). 

FIRST USE 6-1-1996; IN COMMERCE 6-1-1996 


SN 76-055,555. AMICO, ESTHER, CUYAHOGA FALLS, OH. 
FILED 5-23-2000. 


THE SAVE A LIFE BRA: 
KEEP IN TOUCH WITH 
YOUR BODY! 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**BRA”’, APART FROM THE MARK AS SHOWN. 

FOR CLOTHING, NAMELY, UNDERGARMENTS, BRAS, SUP- 
PORT TOPS AND T-SHIRTS (U.S. CLS. 22 AND 39). 
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SN 76-056,674. EMERIL’S FOOD OF LOVE PRODUCTIONS, 
LLC, NEW ORLEANS, LA. FILED 5-25-2000. 


OWNER OF U.S. REG. NOS. 2,176,212, 2,176,213 AND 
2,238,738. 

FOR T-SHIRTS, CAPS AND JACKETS (U.S. CLS. 22 AND 
39). 

FIRST USE 1 1-0-1995; IN COMMERCE 11-0-1995. 


SN 76-058,625. SUMMIT INTERNATIONAL, INC., HOKKAIDO, 
JAPAN, FILED 5-30-2000. 


LILY BOUQUET 


FOR UNDERCLOTHING, NAMELY, BRASSIERES, CAMI- 
SOLES, CORSETS, GARTER BELTS, GIRDLES, LINGERIE (U.S. 
CLS. 22 AND 39). 


SN 76-060,614. DAMART, LLC, ROLLINSFORD, NH. FILED 
5-31-2000. 


THERMOLACTYL 


FOR READY-TO-WEAR CLOTHING, NAMELY, WOMEN’S 
UNDERWEAR, SLIPS, BRAS, CHEMISES, GIRDLES, PANTIES, 
TIGHTS, HOODS, ANKLETS, KNEE BANDS, HOSIERY, SLIP- 
PERS, ROBES AND BED JACKETS; CHILDREN’S UNDERWEAR 
AND PAJAMAS; MEN’S UNDERWEAR, SHORTS, SLIPPERS, 
HOSIERY, GIRDLES, ANKLETS AND KNEE BANDS (U.S. CLS. 
22 AND 39). 

FIRST USE 9-0-1970; IN COMMERCE 9-0-1970. 


SN 76-062,903. D.B. ROYALTY, 
FILED 6-2-2000. 


US THREE XB# 


FOR CLOTHING, NAMELY WOMENS, JUNIORS AND MISSES 
TOPS, DRESSES AND PANTS (U.S. CLS. 22 AND 39). 
FIRST USE 11-0-1995; IN COMMERCE 11-0-1995. 


INC., PHILADELPHIA, PA. 
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SN 76-064,333. ONE BODY MANY PARTS, INDIANAPOLIS, IN 
FILED 6-6-2000. 


ONE BODY...MANY PARTS 


FOR CLOTHING; NAMELY SHIRTS, BLOUSES, TEE SHIRTS, 
SWEATSHIRTS, JACKETS, VESTS, COATS, AND SWEATERS 
(U.S. CLS. 22 AND 39). 


SN 76-065,397. FISHERBABE, LLC, LAKEWOOD, CO. FILED 
6-8-2000 


FOR WOMEN’S CLOTHING, NAMELY, _ T-SHIRTS, 
SWEATSHIRTS, TANK TOPS, TOPS, VESTS, JACKETS, CAPS, 
VISORS, HATS. SHORTS, PULL-ON PANTS AND RAIN PANTS 
(U.S. CLS. 22 AND 39). 


SN 76-068,116. ENTREPRENEURIAL MARKETING, INC., DBA 
SPIKE SPORTS, READYVILLE, TN. FILED 6-12-2000. 


FOR EMBROIDERED ADULT AND YOUTH SHORT AND 
LONG SLEEVE T-SHIRTS, ADULT AND YOUTH FLEECE 
VESTS AND PULLOVERS, WOMEN’S TANK TOPS AND 
SLEEVELESS SHIRTS, ADULT DENIM JACKETS, ADULT GOLF 
SHIRTS, ADULT CAMP SHIRTS, ADULT SWEATSHIRTS, 
ADULT LONG SLEEVE DENIM AND TWILL SHIRTS, ADULT 
NYLON JACKETS; KHAKI AND TEAM COLOR TWILL CAPS, 
CAMO CAPS, WOOL BLEND CAPS (U.S. CLS. 22 AND 39). 

FIRST USE 0-0-1995; IN COMMERCE 0-0-1995. 
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SN 76-069,572. AVENUE, INC., THE, WILMINGTON, DE. FILED 
6-13-2000. 


CLOUDCARE 


FOR INSOLES (U.S. CLS. 22 AND 39). 


SN 76-073,498. COMINT LEATHER GOODS, INC., CARLSTADT, 
NJ. FILED 6-19-2000. 


TOP SPEED 


FOR CLOTHING, NAMELY, JACKETS, BLAZERS, DRESSES, 
COATS, BLOUSONS, OVERALLS, VESTS, SKIRTS, SHIRTS, T- 
SHIRTS, JEANS, PANTS, SHORTS, FOOTWEAR (U.S. CLS. 22 
AND 39) 


SN 76-073,505. FLORSHEIM GROUP INC., CHICAGO, IL. FILED 
6-19-2000. 


FOR FOOTWEAR (U.S. CLS. 22 AND 39). 


SN 76-074,774. NEWS AMERICA MAGAZINES, 
YORK, NY. FILED 6-21-2000. 


INC., NEW 


MAXIMUM GOLF 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
““GOLF’’, APART FROM THE MARK AS SHOWN. 

FOR CLOTHING, NAMELY, PANTS; SHORTS; SWEAT 
PANTS; POLO SHIRTS; T-SHIRTS, SWEATSHIRTS, GOLF 
SHIRTS; CAPS, HATS, SOCKS; SKIRTS; UNDERWEAR; SWIM- 
WEAR; TIES; SCARVES, BELTS; OUTERWEAR, NAMELY, 
JACKETS; SWEATERS; PAJAMAS AND NIGHTGOWNS; NIGHT 
SHIRTS; ROBES; SLIPPERS; GLOVES, VISORS; AND GOLF 
SHOES (U.S. CLS. 22 AND 39). 
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SN 78-003,501. AST SPORTSWEAR, INC., ANAHEIM, CA. FILED 
4-11-2000. 





BAYSIDE 


FOR CLOTHING, NAMELY SHIRTS, T-SHIRTS, NIGHT 
SHIRTS, TANK TOPS AND TURTLENECKS (U.S. CLS. 22 AND 
39). 

FIRST USE 9-7-1994; IN COMMERCE 9-7-1994 


SN 78-004,252. CALLAWAY GOLF COMPANY, CARLSBAD, CA. 
FILED 4-14-2000. 


ELY’S PLACE 


FOR SHIRTS, BLOUSES, T-SHIRTS, SLACKS, SKIRTS, 
SHORTS, SWEATERS, SWEATS, JACKETS, WIND-RESISTANT 
JACKETS, HATS, CAPS AND VISORS (U.S. CLS. 22 AND 39). 


CLASS 26—FANCY GOODS 


SN 75-932,965. STUSSY, INC., IRVINE, CA. FILED 3-2-2000. 


OWNER OF U.S. REG. NO. 2,225,736. 

THE MARK CONSISTS, IN PART, OF A STYLIZED DRAWING 
OF THE LETTERS **S’’ AND **S”’ IN A CIRCLE. 

FOR BELT BUCKLES NOT MADE OF PRECIOUS METAL 
FOR CLOTHING, BUTTONS FOR CLOTHING, EMBROIDERED 
EMBLEMS, FABRIC APPLIQUES, ORNAMENTAL NOVELTY 
BUTTONS, NOVELTY PINS, ORNAMENTAL RIBBONS MADE 
OF TEXTILE, METAL CLOTHES BUTTONS, PLASTIC CLOTHES 
BUTTONS (U.S. CLS. 37, 39, 40, 42 AND 50). 

FIRST USE 0-0-1989; IN COMMERCE 0-0-1989. 


SN 76-059,474. 
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LACKENDER, DENNIS, WASHINGTON, IA. 
FILED 6-1-2000. 


ROTATION 


OWNER OF U.S. REG. NO. 1,840,034. 
FOR BOARD GAME (U.S. CLS. 37, 39, 40, 42 AND 50). 


SN 76-072,833. EARTH MAMA DESIGN, LLC, LAKEWOOD, CO. 


FILED 6-19-2000. 
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FOR NEEDLECRAFT KITS, CONSISTING OF NEEDLES, 
THREAD, A PATTERN AND FABRIC (U.S. CLS. 37, 39. 40, 
42 AND 50). 


CLASS 27—FLOOR COVERINGS 


SN 75-877,595. NORMAN LIBRETT, INC., NEW ROCHELLE, NY. 
FILED 12-21-1999. 


DUTCH BERBER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**‘BERBER’’, APART FROM THE MARK AS SHOWN. 
FOR CARPET MAT (U.S. CLS. 19, 20, 37, 42 AND 50). 


SN 75-897,522. NORMAN LIBRETT, INC., NEW ROCHELLE, NY. 
FILED 1-18-2000. 


DUTCH RIB 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
‘*RIB’’, APART FROM THE MARK AS SHOWN. 
FOR CARPET DOORMAT (U.S. CLS. 19, 20, 37, 42 AND 50). 
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SN 75-489,094. WALKER, VERNON, DBA MASTER PLAY EN- 
TERTAINMENT, ST. LOUIS, MO. FILED 5-21-1998. 


ESCAPE 


FOR CARD GAME SOLD WITH A SPECIAL DECK OF CARDS 
(U.S. CLS. 22, 23, 38 AND 50). 


SN 75-593,452. MARTHA STEWART LIVING OMNIMEDIA LLC, 
NEW YORK, NY. FILED 11-24-1998. 


MARTHA STEWART LIVING 
WEDDINGS 


OWNER OF U.S. REG. NOS. 2,184,653 AND 2,186,451 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“WEDDINGS”, APART FROM THE MARK AS SHOWN. 

**MARTH STEWART” DOES NOT IDENTIFY A LIVING INDI- 
VIDUAL. 

FOR HOBBY CRAFT SETS FOR CREATING WEDDING FA- 
VORS, WEDDING DECORATIONS, WEDDING FLORAL PIECES 
AND BOUQUETS AND WEDDING MENU CARDS AND TABLE 
CARDS; CRAFT SETS FOR DECORATING BALLOONS AND 
PARTY FAVORS IN THE NATURE OF CRACKERS AND NOISE- 
MAKERS (U.S. CLS. 22, 23, 38 AND 50). 
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SN 75-710,006. TWENTIETH CENTURY FOX FILM CORPORA- 
TION, LOS ANGELES, CA. FILED 6-10-1999 


FOX FAMILY 


OWNER OF U.S. REG. NO. 2,308,742 AND OTHERS. 

FOR TOYS, GAMES, PLAYTHINGS, AND SPORTING GOODS, 
NAMELY, BASKETBALL BACKBOARDS; TOY AND NON-MO- 
TORIZED SCOOTERS; SKATEBOARDS AND SKATEBOARD 
BAGS; BENDABLE PLAY FIGURES; TOY ACTION FIGURES 
AND ACCESSORIES THEREFOR; SPORTS BOARD GAMES; 
BALLS, NAMELY, BASKETBALLS, PLAYGROUND BALLS, 
SPORT BALLS, FOAM ACTION BALLS AND TOY HOOP SETS: 
TOY BANKS; TOY WATCHES; BATH TUB TOYS; CHILDREN’S 
MULTIPLE ACTIVITY TOYS, TOY MAGIC TRICKS; WATER 
SQUIRTING TOYS; WIND-UP TOYS; JUMP ROPES; SLING 
SHOTS; AUDIO AND VISUAL TOYS, TALKING DOLLS; TOY 
THREE-DIMENSIONAL VIEWERS AND REELS; ACTION SKILL 
GAMES; BOARD GAMES; CARD GAMES; HAND HELD UNITS 
FOR PLAYING ELECTRONIC GAMES; STAND ALONE VIDEO 
GAME MACHINES AND PROGRAMS THEREFOR SOLD AS A 
UNIT, ELECTRONIC GAME EQUIPMENT WITH A WATCH 
FUNCTION; HAND HELD LCD GAME MACHINES; COIN AND 
NON-COIN OPERATED GAME TABLES; PINBALL MACHINES 
AND PINBALL-TYPE GAMES, JIGSAW AND MANIPULATIVE 
PUZZLES; MECHANICAL ACTION TOYS; BATTERY-OPER- 
ATED ACTION TOYS; DOLLS; PUPPETS; PLAYSETS FOR 
DOLLS, DOLL CLOTHING AND COSTUMES; CHILDREN’S 
PLAY COSMETICS; ROLE PLAYING GAMES; ACTION-TYPE 
TARGET SHOOTING GAME SETS COMPRISING TOY GUN, 
TOY SUCTION DARTS AND TARGET; TOY WEAPONS; SQUIRT 
GUNS; KITES; PAPER AND PLASTIC PARTY FAVORS IN THE 
NATURE OF SMALL TOYS AND NOISEMAKERS,; BALLOONS: 
STUFFED AND PLUSH TOYS; LATEX SQUEEZE TOY FIGURES; 
MUSICAL TOYS; INFLATABLE BATH TOYS: SWIMMING AND 
RIDE-ON TOYS; TOY VEHICLES; RIDE-IN TOYS; INFLATABLE 
PLAY SWIMMING POOLS; TOY PLAY HOUSES AND TOY 
PLAY TENTS; SURF BOARDS, KICK BOARD FLOATATION DE- 
VICES, BODY BOARDS AND LEASHES THEREFOR FOR REC- 
REATIONAL USE; TOY SAND BOXES AND SAND TOYS; 
SNOW SLEDS, TOBOGGANS, SNOW SAUCERS AND SNOW 
BOARDS FOR RECREATIONAL USE; TOY BUILDING BLOCKS, 
MOBILES FOR CHILDREN; CHRISTMAS TREE ORNAMENTS, 
TOY CRAFT KITS COMPRISING MOLDS AND MOLDING COM- 
POUND FOR MAKING TOY FIGURES; PLASTIC ACTION FIG- 
URE MODELS; FLYING DISCS; PET TOYS: MARBLES AND 
YO-YOS (U.S. CLS. 22, 23, 38 AND 50). 


SN 75-718,414. MANTA RAY, INC., WEST UNITY, OH. FILED 
5-27-1999. 


CHILDBRITE 


FOR TOYS, NAMELY, A SELF-CONTAINED EASEL FOR ART 
WORK COMPRISING OF A STAND, PAINTING SURFACE, 
EASEL AND ART EQUIPMENT STORAGE AREA (U.S. CLS. 
22, 23, 38 AND 50). 

FIRST USE 5-8-1997; IN COMMERCE 5-8-1997. 
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SN 75-721,023. KABUSHIKI KAISHA PRECISION JAPAN, TA 
PRECISION JAPAN LTD., TOKYO, JAPAN, FILED 7-3-1999. 


ARGENTUM 


*“*ARGENTUM” IS A LATIN WORD MEANING “SILVER”. 

FOR GOLF CLUBS, GOLF CLUB SHAFTS, GOLF CLUB 
HEADS, GOLF CLUB INSERTS, GRIP TAPES FOR GOLF 
CLUBS, HAND GRIPS FOR GOLF CLUBS, HEAD COVERS FOR 
GOLF CLUBS, GOLF BALL RETRIEVERS, GOLF IRONS, GOLF 
PUTTERS, GOLF PUTTER COVERS (U.S. CLS. 22, 23, 38 AND 
50). 


SN 75-741,682. LANDSCAPE STRUCTURES, INC., DELANO, 
MN. FILED 6-25-1999. 


PLAYODYSSEY 


FOR PLAYGROUND EQUIPMENT, NAMELY, CLIMBING 
STRUCTURE WITH TUNNEL SLIDE (U.S. CLS. 22, 23, 38 AND 
50). 


SN 75-743,438. INDIAN INDUSTRIES INC., EVANSVILLE, IN. 
FILED 7-6-1999. 


CHICAGOAN 


FOR POOL TABLES (U.S. CLS. 22, 23, 38 AND 50). 


SN 75-779,872. CASINO DATA SYSTEMS, LAS VEGAS, NV. 
FILED 8-20-1999. 


MONKEY BUSINESS 


FOR GAMING DEVICES, NAMELY, GAMING MACHINES 
AND COMPUTER GAME SOFTWARE THEREFORE FOR USE 
IN A GAMING ENVIRONMENT (U.S. CLS. 22, 23, 38 AND 50). 

FIRST USE 12-31-1998; IN COMMERCE 12-31-1998. 


SN 75-782,102. HEDSTROM CORPORATION, BEDFORD, PA. 
FILED 8-23-1999. 


SNAG 


FOR EQUIPMENT SOLD AS A UNIT FOR PLAYING ACTION 
GAMES ON SKATES, NAMELY A BELT WITH FLAGS REMOV- 
ABLY SECURED TO THE BELT (U.S. CLS. 22, 23, 38 AND 
50). 

FIRST USE 3-21-2000; IN COMMERCE 3-21-2000. 
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SN 75-790,046. AMAZON.COM, INC., SEATTLE, WA. FILED 
9-23-1999, 


MOVIE-OLOGY 


FOR GAMES, PLAYTHINGS AND TOYS, NAMELY, BOARD 
GAMES (U.S. CLS. 22, 23, 38 AND 50). 


SN 75-798,378. TRICHAK, ANGELIQUE M., CHICAGO, IL. 
FILED 9-13-1999. 


FLITE BY NITE 


FOR ILLUMINATABLE AERODYNAMIC DISC USED AS A 
TOY AND A SPORTING GOOD (U.S. CLS. 22, 23, 38 AND 
50). 


SN 75-810,011. TOYTRONIX LLC, SCOTTSDALE, AZ. FILED 
10-18-1999. 


TOYTRONIX 


FOR REMOTE CONTROLLED TOY VEHICLES (U.S. CLS. 22, 
23, 38 AND 50). 
FIRST USE 5—13-2000, IN COMMERCE 5-13-2000. 


SN 75-810,498. RADOW, SCOTT B., LOS ALTOS, CA. FILED 
10-21-1999. 


POWERBAHN 


FOR ELECTRO-MECHANICAL AND OR MECHANICAL BI- 
PEDAL LOCOMOTION TRAINING AND PERFORMANCE EVAL- 
UATION DEVICE (U.S. CLS. 22, 23, 38 AND 50). 


SN 75-812,644. ST. CROIX OF PARK FALLS, LTD., PARK 
FALLS, WI. FILED 9-30-1999. 


IPC 


FOR FISHING RODS (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 9-1-1999; IN COMMERCE 9-1-1999. 


SN 75-812,648. ST. CROIX OF PARK FALLS, LTD., PARK 
FALLS, WI. FILED 9-30-1999. 


INTEGRATED POLY CURVE 


FOR FISHING RODS (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 9-1-1999; IN COMMERCE 9-1-1999. 
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SN 75-826,753. LONG’S AMUSEMENT COMPANY, INC., NEW- 


PORT NEWS, VA. FILED 10-19-1999. 


FOR BILLIARD CUE STICKS, BILLIARD CUE RACKS, BIL- 
LIARD BRIDGES, BILLIARD GAME PLAYING EQUIPMENT, 
BILLIARD TABLES, BILLIARD TIPS, BILLIARD TRIANGLES, 
BILLIARD NETS, BILLIARD BALLS, BILLIARD BUMPERS, BIL- 
LIARD CHALK, BILLIARD TALLY BALLS (U.S. CLS. 22, 23, 
38 AND 50). 

FIRST USE 8-0-1998; IN COMMERCE 8-0-1998 


SN 75-829,761. SUPREME DOMINION, INC., WEST PATERSON, 
NJ. FILED 10-22-1999 


WRATH SWORD 


FOR TOYS AND PLAYTHINGS, NAMELY ACTION FIGURES 
(U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 5-20-1998; IN COMMERCE 10-12-1999. 


SN 75-849,186. ADDISON-WESLEY EDUCATIONAL  PUB- 
LISHERS INC., READING, MA. AND ADDISON WESLEY 
LONGMAN, INC., READING, MA. AND CHILDREN’S TELE- 
VISION WORKSHOP, NEW YORK, NY. FILED 11-12-1999. 


DAISY 


FOR PUPPETS (U.S. CLS. 22, 23, 38 AND 50). 


SN 75-852,960. LADIE AND FRIENDS, INC., SELLERSVILLE, 
PA. FILED 11-19-1999 


LIZZIE’S SHOE STRING 
BABIES 


OWNER OF U.S. REG. NOS. 1,475,149 AND 2,074,538. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“BABIES”, APART FROM THE MARK AS SHOWN. 

FOR DOLLS (U.S. CLS. 22, 23, 38 AND 50). 
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SN 75-858,842. 
11-24-1999. 


KIDDESIGNS, INC.. RAHWAY, NJ. FILED 


SCHOOL SMART 


FOR INTERACTIVE ELECTRONIC EDUCATIONAL TOY 
TELEPHONES; INTERACTIVE ELECTRONIC EDUCATIONAL 
TOY MUSIC KEYBOARDS; INTERACTIVE ELECTRONIC EDU- 
CATIONAL TOY LAPTOP COMPUTERS; INTERACTIVE ELEC- 
TRONIC EDUCATIONAL TOY CHARACTER REPRESENTA- 
TIVES, NAMELY, FIREFIGHTERS, VETERINARIANS, FOOT- 
BALL PLAYERS AND OTHER PROFESSIONALS; INTERACTIVE 
ELECTRONIC EDUCATIONAL TOY COMPACT DISC PLAYERS; 
INTERACTIVE ELECTRONIC EDUCATIONAL TOY PLUSH ANI- 
MALS; AND INTERACTIVE ELECTRONIC EDUCATIONAL TOY 
HAND-HELD ORGANIZERS (U.S. CLS. 22, 23, 38 AND 50). 


SN 75-858,843. 
11-24-1999. 


KIDDESIGNS, INC., RAHWAY, NJ. FILED 


GROWING SMART 


FOR INTERACTIVE ELECTRONIC EDUCATIONAL TOY 
TELEPHONES; INTERACTIVE ELECTRONIC EDUCATIONAL 
TOY MUSIC KEYBOARDS; INTERACTIVE ELECTRONIC EDU- 
CATIONAL TOY LAPTOP COMPUTERS; INTERACTIVE ELEC- 
TRONIC EDUCATIONAL TOY CHARACTER REPRESENTA- 
TIVES, NAMELY, FIREFIGHTERS, VETERINARIANS, FOOT- 
BALL PLAYERS AND OTHER PROFESSIONALS; INTERACTIVE 
ELECTRONIC EDUCATIONAL TOY COMPACT DISC PLAYERS; 
INTERACTIVE ELECTRONIC EDUCATIONAL TOY PLUSH ANI- 
MALS; AND INTERACTIVE ELECTRONIC EDUCATIONAL TOY 
HAND-HELD ORGANIZERS (U.S. CLS. 22, 23, 38 AND 50). 


SN 75-859,419. PMS INTERNATIONAL GROUP PLC, BASILDON, 
ESSEX, SS13 1ST, ENGLAND, FILED 11-29-1999. 


CECIL CENTIPEDE 


PRIORITY CLAIMED UNDER SEC. 44(D) ON UNITED KING- 
DOM APPLICATION NO. 2204927, FILED 84-1999, REG. NO. 
2204927, DATED 8-4-1999, EXPIRES 8-4-2009. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
‘““CENTIPEDE™’, APART FROM THE MARK AS SHOWN. 

FOR TOYS, GAMES AND PLAYTHINGS, NAMELY PLUSH 
TOYS AND SOFT SCULPTURE TOYS (US. CLS. 22, 23, 38 
AND 50). 

FIRST USE 2-0-1999; IN COMMERCE 2-0-1999. 
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SN 75-865,528. ALBERTS, PAUL S., PHOENIX, AZ. FILED 
12-20-1999. 


HOT DOG GOLF 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“GOLF’’, APART FROM THE MARK AS SHOWN. 

FOR GOLF CLUBS, GOLF CLUB HEADS, GOLF TEES, GOLF 
BALL MARKERS, GOLF CLUB SHAFTS, HAND GRIPS FOR 
GOLF CLUBS; GOLF TRAINING AIDS, NAMELY, IMPACT 
BAGS FOR IMPROVING STRENGTH OF GOLF SWINGS, 
WEIGHTED GOLF CLUBS AND GOLF NETS (US. CLS. 22, 23, 
38 AND 50). 


SN 75-869,862. NYLINT CORPORATION, ROCKFORD, IL. FILED 
12-13-1999. 


GEARHEADZ 


FOR DIE CAST TOY VEHICLES (U.S. CLS. 22, 23, 38 AND 
50). 


SN 75-879,024. ROOSTER PRODUCTS INTERNATIONAL, INC., 
SAN ANTONIO, TX. FILED 12-23-1999. 


BRACKEN CREEK 


FOR ROD AND REEL BAGS, ROD AND REEL CASES, TACK- 
LE BOXES, GOLF BAGS, GOLF GLOVES, GOLF BAG COVERS, 
GOLF BAG TAGS, GOLF CLUB GRIP TAPES, GOLF CLUB 
HAND GRIPS, GOLF CLUB HEAD COVERS, GOLF PUTTER 
COVERS, ARCHERY QUIVERS, ARCHERY ARM GUARDS, 
ARCHERY BOW CASES, DART CASES, AND NON-METAL 
FISHING CREELS (U.S. CLS. 22, 23, 38 AND 50). 


SN 75-879,489. LUCAS LICENSING LTD., NICASIO, CA. FILED 
12-22-1999. 


MILLENIUM FALCON 


FOR TOY VEHICLE (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 4-19-1977; IN COMMERCE 4-19-1977. 


SN 75-885,664. TELTEK CO. LTD., SEONGNAM-CITY, 
KYUNGKI-DO, REPUBLIC OF KOREA, AND HYUN, KWANG- 
IK, SEOCHU-KU, SEOUL, REPUBLIC OF KOREA, FILED 
1-3-2000 


GENETRIC 


FOR ROLLER SKATES, IN-LINE SKATES, SKATEBOARDS, 
WHEELS FOR ROLLER SKATES, WHEELS FOR IN-LINE 
SKATES, WHEELS FOR SKATEBOARDS, WHEELS FOR NON- 
RIDE-ON TOYS, WHEELS FOR RIDE-ON TOYS, AND WHEELS 
FOR TOY VEHICLES (U.S. CLS. 22, 23, 38 AND 50). 

FIRST USE 5-1-2000; IN COMMERCE 5-1-2000. 
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SN 75-907,333. MAZEL STUF PRODUCTIONS, INC., ST. JAMES, 
NY. FILED 1-25-2000. 


MAZEL 


OWNER OF U.S. REG. NO. 2,179,018. 

THE ENGLISH TRANSLATION OF ‘*MAZEL"’ IS ‘*LUCK"”’. 

FOR STUFFED PLUSH TOYS AND BEAN BAGS (U.S. CLS 
22, 23, 38 AND 50). 

FIRST USE 5-0-1997; IN COMMERCE 5-0-1997. 


SN 75-920,697. PALMER, RICHARD H., HOLMES BEACH, FL. 
FILED 2-15-2000. 


CADDY-KIT 


FOR GOLF BALL DISPENSER (U.S. CLS. 22, 23, 38 AND 


0). 
FIRST USE 2-12-2000; IN COMMERCE 2-12-2000. 


SN 75-932,000. BOUNCE, INC.. DBA THE KONG COMPANY, 
GOLDEN, CO. FILED 2-29-2000. 


PLANET KONG 


FOR PET TOYS (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 6-1-2000; IN COMMERCE 6-1-2000. 


SN 75-939,846. TEKSTAR INTERNATIONAL CORPORATION, 
LONGWOOD, FL. FILED 3-9-2000. 


WHERE VISIONS TAKE 
SHAPE 


FOR CONSTRUCTION TOYS, WITH RELATED SOFTWARE 
FOR CREATING UNLIMITED GEOMETRIC FORMS INCLUDED 
THEREIN (U.S. CLS. 22, 23, 38 AND 50). 

FIRST USE 9-9-1999; IN COMMERCE 9-9-1999. 


SN 75-939,847. TEKSTAR INTERNATIONAL CORPORATION, 
LONGWOOD, FL. FILED 3-9-2000. 


TEKSTAR 


FOR CONSTRUCTION TOYS WITH RELATED SOFTWARE 
FOR CREATING UNLIMITED GEOMETRIC FORMS INCLUDED 
THEREIN (U.S. CLS. 22, 23, 38 AND 50). 

FIRST USE 9-9-1999; IN COMMERCE 9-9-1999. 
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SN 76-011,185 
3-20-2000 


TEE-GLOVE, INC., PLANTATION, DE. FILED 


T- GLOVE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**GLOVE”’, APART FROM THE MARK AS SHOWN. 

FOR GOLF GLOVE WITH TEE HOLDER (U.S. CLS. 22, 23, 
38 AND 50). 

FIRST USE 11-0-1999; IN COMMERCE 1 1-0-1999. 


SN 76-015,197. AMERICAN BUILDING RESTORATION PROD- 
UCTS, INC., FRANKLIN, WI. FILED 3-30-2000. 


JIGGLY WALKER 


FOR FISHING LURE/JIG (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 1-26-2000; IN COMMERCE 1-26-2000. 


SN 76-015,485. SPALDING SPORTS WORLDWIDE, INC., CHIC- 
OPEE, MA. FILED 4-3-2000. 


AERO 


OWNER OF U.S. REG. NO. 1,188,810. 
FOR GOLF BALLS (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 7-31-1997, IN COMMERCE 7-31-1997. 


SN 76-025,690. STROMBECKER CORPORATION, CHICAGO, IL. 
FILED 4-14-2000. 


POWER RIGS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**RIGS’’, APART FROM THE MARK AS SHOWN. 

FOR TOY VEHICLES (U.S. CLS. 22, 23, 38 AND 50). 

FIRST USE 3-0-2000; IN COMMERCE 3-0-2000. 
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SN 76-031,525. 21ST CENTURY TOYS, INC., ALAMEDA, CA. 
FILED 4-24-2000. 





OWNER OF U.S. REG. NO. 2,192,266. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“COLLECT ALL FOUR ACTION FIGURES AND THE COM- 
PLETE SERIES OF UNIFORM SETS, WEAPON SETS AND COM- 
BAT VEHICLES" AND *‘SOLDIER’’, APART FROM THE MARK 
AS SHOWN. 

FOR TOYS, GAMES AND PLAYTHINGS, NAMELY ACTION 
FIGURES OF ALL SIZES AND ACCESSORIES FOR ACTION 
FIGURES, AND PARTS AND FITTINGS IN THIS CLASS FOR 
ALL THE AFOREMENTIONED GOODS (U.S. CLS. 22, 23, 38 
AND 50). 

FIRST USE 7-1-1998; IN COMMERCE 7-1-1998. 


SN 76-044,385. TW2, LTD., MATTHEWS, NC. FILED 5-9-2000. 


IT’S NOT WHAT YOU SAY, 
IT’S WHAT YOU HEAR. 


FOR BOARD GAMES (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 10-0-1991; IN COMMERCE 10-0-1991. 


SN 76-047,101. TRENDMASTERS, INC., ST. LOUIS, MO. FILED 
5-16-2000 


C-WATCH JR. 


OWNER OF U.S. REG. NO. 2,402,678. 

FOR TOY, NAMELY, BATTERY-POWERED WATCH WITH 
LCD SCREEN WHICH FEATURES ANIMATION, COMPUTER 
GAMES, AND SOUND EFFECTS (U.S. CLS. 22, 23, 38 AND 
50). 
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SN _76-047,907. 
TSIMSHATSUI 
5-15-2000. 


KID KORE INTERNATIONAL, 
EAST, KOWLOON, HONG KONG, 


LTD. 
FILED 


MORGAN 


FOR GAMES, TOYS AND PLAYTHINGS, NAMELY, DOLLS, 
DOLL CLOTHING, AND ACCESSORIES FOR DOLLS (U.S. CLS. 
22, 23, 38 AND 50) 


SN 76-051,128. WRISTWAND, LLC, GREENBRAE, CA. FILED 
5-18-2000. 


WRISTWAND 


OWNER OF U.S. REG. NO. 2,309,449. 

FOR HAND-HELD EXERCISE DEVICE FOR THE HANDS AND 
WRISTS (U.S. CLS. 22, 23, 38 AND 50). 

FIRST USE 6-25-1999; IN COMMERCE 6-25-1999. 


SN 76-052,895. PROTACTIC GOLF ENTERPRISES, INC., CHI- 
CAGO, IL. FILED 5-22-2000. 


LADYBUG 


FOR GOLF CLUBS AND GOLF BAGS (U.S. CLS. 22, 23, 38 
AND 50). 


SN 76-052,930. PEARCE, FRANK G., RICHARDSON, TX. FILED 
5-22-2000. 


SP SHAD 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**SHAD"’, APART FROM THE MARK AS SHOWN 

FOR FISHING LURES (U.S. CLS. 22, 23, 38 AND 50). 

FIRST USE 1-1-2000; IN COMMERCE 4-15-2000 


SN 76-054,430. HEAVYHANDS FLORIDA, INC., WEST PALM 
BEACH, FL. FILED 5-22-2000. 


MUVU 


FOR EXERCISE MACHINES AND EXERCISE WEIGHTS (U.S. 
CLS. 22, 23, 38 AND 50). 
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SN 76-054,466. TUDOR, JOEL, CARDIFF BY THE SEA, CA. 
FILED 5-22-2000. 


JOEL TUDOR 


FOR SURFBOARDS (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 0-0-1998; IN COMMERCE 0-0-1998. 


SN 76-055,640. VIACOM INTERNATIONAL INC., NEW YORK, 
NY. FILED 5-24-2000. 


FOR GAMES AND PLAYTHINGS, NAMELY, CARD GAMES, 
DARTS, DOLLS; ACTION FIGURES AND ACCESSORIES 
THEREOF; STAND ALONE VIDEO GAME MACHINES UTI- 
LIZING CD ROM'S, STAND ALONE VIDEO GAME MACHINES, 
STAND ALONE AUDIO OUTPUT GAME MACHINES, AND 
BOARD GAMES; SPORTING ARTICLES, NAMELY, GOLF 
CLUBS, BASEBALLS, FOOTBALLS, PADDLE BALLS, BASE- 
BALL BATS; DECORATIONS FOR CHRISTMAS TREES (U.S. 
CLS. 22, 23, 38 AND 50). 


SN 76-056,111. ESRIM VE SHEVA HOLDING 
CHATSWORTH, CA. FILED 5-23-2000. 


CORP, 


ROBONAGI 


FOR GAMES AND PLAYTHINGS, NAMELY, PLAY FIGURES 
(U.S. CLS. 22, 23, 38 AND 50). 


SN 76-056,675. KONAMI CO, LTD.. MINATO-KU, TOKYO, 


JAPAN, FILED 5-25-2000. 


DRIVING PARTY 


FOR STAND-ALONE VIDEO OUTPUT GAME MACHINES; 
VIDEO AND VIDEO OUTPUT GAME MACHINES FOR USE 
WITH TELEVISION; STAND-ALONE VIDEO GAME MACHINES; 
HAND-HELD UNIT FOR PLAYING ELECTRONIC GAMES; 
DICE; BOARD AND CARD GAME PIECES; ACTION FIGURES; 
VIDEO GAME INTERACTIVE REMOTE CONTROL UNITS (U.S. 
CLS. 22, 23, 38 AND 50). 
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SN 76-059,624. DUNLOP MAXFLI SPORTS CORPORATION, 


GREENVILLE, SC. FILED 5-30-2000. 


ULTRA-VIS 


FOR TENNIS BALLS (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 3-6-2000; IN COMMERCE 3-6-2000. 


SN 76-059,686. DIALS, LLC, OLD TAPPAN, NJ. 
5-30-2000. 


FILED 


HOLIDAY LIGHTS 


FOR PLUSH TOYS (U.S. CLS. 22, 23, 38 AND 50). 


SN 76-061,316. GEOFFREY, INC., 
6-1-2000. 


PARAMUS, NJ. FILED 


IMAGINARIUM BABY 


OWNER OF U.S. REG. NOS. 
2,345,481. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“BABY"’, APART FROM THE MARK AS SHOWN. 

FOR PLUSH ACTIVITY TOYS (U.S. CLS. 22, 23, 38 AND 
50). 


1,523,917, 2,334,764 AND 
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SN 76-061,772. JOHNSON, WILLIAM A., LOS ANGELES, CA. 
FILED 6-5-2000. 


SHREWS 


FOR TOYS, GAMES, PLAYTHINGS AND SPORTING GOODS; 
NAMELY, ACTION FIGURES AND ACCESSORIES THEREFOR, 
STUFFED TOY ANIMALS; BABY’S MULTIPLE ACTIVITY 
TOYS; TOY BAKEWARE AND COOKWARE; BALLOONS; TOY 
BANKS; BATH TOYS, BATHTUB TOYS, INFLATABLE BATH 
TOYS; EQUIPMENT SOLD AS A UNIT FOR PLAYING CARD 
GAMES; TOY CARS; DOLLS, BEANBAG DOLLS, PAPER 
DOLLS, RAG DOLLS, SOFT SCULPTURE DOLLS, DOLLS’ AC- 
CESSORIES AND PLAYSETS THEREFOR, INCLUDING DOLL 
CASES, DOLL CLOTHING, DOLL HOUSE FURNISHINGS, DOLL 
COSTUMES; STUFFED TOYS; CHECKER SETS; CHESS SETS; 
CHILDREN’S PLAY COSMETICS; CHILD’S MULTIPLE ACTIV- 
ITY TOYS, TOY CONSTRUCTION BLOCKS; INFANT'S ACTION 
CRIB TOYS, FLYING DISCS, ELECTRONIC HAND HELD GAME 
UNITS; ELECTRONIC GAME EQUIPMENT WITH A WATCH 
FUNCTION; ELECTRONICALLY OPERATED TOY MOTOR VE- 
HICLES; BOARD GAMES AND GAME EQUIPMENT SOLD AS 
A UNIT FOR PLAYING BOARD GAMES, CARD GAMES, MA- 
NIPULATIVE GAMES, PARLOUR GAMES, ROLE-PLAYING 
GAMES AND DRESS UP SETS, ACTION TYPE TARGET 
GAMES; COIN OR NON-COIN OPERATED VIDEO OUTPUT 
STAND ALONE GAME MACHINES; ROCKING HORSES, JIG- 
SAW PUZZLES; KITES; MANIPULATIVE PUZZLES; PAPER 
FACE MASKS; TOY MODEL TRAIN SETS; TOY MODEL VEHI- 
CLES AND RELATED ACCESSORIES SOLD AS A UNIT; ELEC- 
TRONIC BATTERY OPERATED TOYS; TOY TRICK NOISE- 
MAKERS; TOY WHISTLES; PARTY FAVORS IN THE NATURE 
OF SMALL TOYS; TOY CAP PISTOLS; PLUSH TOYS; SOFT 
SCULPTURE PLUSH TOYS; THREE DIMENSIONAL (CUBE 
TYPE) PUZZLES; TOY RECORD PLAYER FOR PLAYING 
TUNES AND CASSETTES AND DISCS THEREFOR; BICYCLES; 
SKATEBOARDS; ICE SKATES; TOY ROLLER SKATES; TOY 
IN-LINE SKATES AND SKATING KNEE, WRIST AND ELBOW 
PADS; WATER SQUIRTING TOYS; TEDDY BEARS; WIND UP 
WALKING TOYS; WIND UP TOYS; NON-MOTORIZED NON- 
ELECTRIC MOBILE SELF-PROPELLED RIDING TOYS, TOY 
TRUCKS, TWIRLING BATONS, TOY ZIP GUNS; GYMNASTIC 
APPARATUS: BALLS, NAMELY, PLAYGROUND BALLS, SOC- 
CER BALLS, SPORTBALLS, BASEBALLS, BASKETBALLS, 
FOAM BALLS, BASEBALL GLOVES, SWIMMING FLOATS FOR 
RECREATIONAL USE; HEADCOVERS FOR GOLF CLUBS; 
GOLF BALLS; GOLF CLUBS; INFLATABLE SWIMMING POOLS 
FOR RECREATIONAL USE; FLOATATION KICKBOARDS,; 
GYMNASTIC PARALLEL BARS; WATER SKIS, SNOW SKIS; 
SNOWBOARDS; SKIPPING ROPES, JUMP ROPES; SNOW SLEDS 
FOR RECREATIONAL USE; SURF FINS; SURFBOARDS; SWIM 
BOARDS FOR RECREATIONAL USE; BODYBOARDS; SWIM 
FINS; INFLATABLE AND BUOYANT BATH, SWIMMING AND 
RIDE-ON TOYS; MUSICAL TOYS, LATEX SQUEEZE TOYS; EX- 
ERCISE EQUIPMENT, NAMELY, STATIONARY BIKES, TREAD- 
MILLS, STAIR STEPPING MACHINES, WEIGHT MACHINES, 
FREE WEIGHTS; CHRISTMAS TREE ORNAMENTS (U.S. CLS. 
22, 23, 38 AND 50). 


SN 76-061,941. K & M INTERNATIONAL, INC., TWINSBURG, 
OH. FILED 6-2-2000. 


BELAY 


FOR PLUSH TOYS (U.S. CLS. 22, 23, 38 AND 50). 
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SN 76-061.942. K & M INTERNATIONAL, INC., TWINSBURG, 
OH. FILED 6-2-2000. 


HOLIDANGLERS 


FOR PLUSH TOYS (U.S. CLS. 22, 23, 38 AND 50). 


SN 76-062,879. DASHAMERICA, 
FILED 6-6-2000. 


INC., BROOMFIELD, CO. 


OWNER OF U.S. REG. NO. 1,597,350. 
FOR BICYCLE GLOVES (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 9-1-1986; IN COMMERCE 9-20-1986. 


SN 76-062,882. DASHAMERICA, INC., 
FILED 6-6-2000. 


BROOMFIELD, CO. 


PEARL IZUMI 


OWNER OF U.S. REG. NOS. 1,383,303 AND 1,421,998. 

THE NAME **PEARL IZUMI"’ DOES NOT IDENTIFY A LIV- 
ING INDIVIDUAL 

THE ENGLISH TRANSLATION OF THE WORDS “PEARL 
IZUMI”* IN THE MARK IS *‘FOUNTAIN OF PEARLS”. 

FOR BICYCLE GLOVES (U.S. CLS. 22, 23, 38 AND 50). 

FIRST USE 9-1-1986; IN COMMERCE 9-20-1986. 


SN 76-063.063. ABC INTERNATIONAL TRADERS, INC., DBA 
MGA ENTERTAINMENT, NORTH HILLS, CA. FILED 
6-2-2000. 


ACTION BUILDERS 


FOR TOYS, NAMELY, CONSTRUCTION BLOCKS (U.S. CLS. 
22, 23, 38 AND 50). 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 28—(Continued). 


SN 76-063,160. MATTEL, INC., 
6-5-2000. 


EL SEGUNDO, CA. FILED 


GENERATION BEAT 


FOR DOLL ACCESSORY, NAMELY A MAGAZINE SOLD AS 
A COMPONENT OF A DOLL SET (U.S. CLS. 22, 23, 38 AND 
50). 

FIRST USE 2-10-2000; IN COMMERCE 2-10-2000. 


SN 76-064,892. ATICO INTERNATIONAL USA INC., FORT LAU- 
DERDALE, FL. FILED 6-6-2000. 


SUMMER BUDDIES 


FOR PLUSH TOYS COMBINED WITH SEASONAL ITEMS, 
NAMELY, SUNGLASSES, SQUIRT GUNS, JUMP ROPES AND 
BALLS (U.S. CLS. 22, 23, 38 AND 50). 


SN 76-065,634. NELSON, NANCY C., DANVILLE, VA. FILED 


Llls@ 


FOR GAME WITH CARDS AND EQUIPMENT SOLD AS A 
BOXED UNIT FOR PLAYING (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 2-20-2000; IN COMMERCE 2-20-2000. 


SN 76-065,970. SPIN MASTER TOYS, LTD., TORONTO, MSA 
192, ONTARIO, CANADA, FILED 6-9-2000. 


SANDSTORMER 


FOR PNEUMATICALLY POWERED TOY CARS (U.S. CLS. 22, 
23, 38 AND 50). 
FIRST USE 2-15-2000; IN COMMERCE 2-15-2000. 


SN 76-066,465. GRACEWOOD, INCORPORATED, SALT LAKE 
CITY, UT. FILED 6-8-2000. 


KNUCKLESTRUTZ 


FOR INTERCONNECTABLE CONSTRUCTION TOYS (US. 
CLS. 22, 23, 38 AND 50). 
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SN 76-068.895. KELDERMAN, 
FILED 6-12-2000. 


HAROLD, OSKALOOSA, IA 


SPIFFLE 


FOR EQUIPMENT FOR PLAYING A SOCCER-STYLE SPORTS 
GAME, NAMELY, BALLS, ROPE AND AN INSTRUCTION MAN- 
UAL SOLD AS A UNIT (U.S. CLS. 22, 23, 38 AND 50). 


SN 76-073,446. DSI 
6-20-2000 


TOYS, INC.. HOUSTON, TX. FILED 


JUST LIKE HOME 


FOR DOLLHOUSES, DOLLS AND DOLL ACCESSORIES (U.S 
CLS. 22, 23, 38 AND 50) 


SN 76-074,760. NEWS AMERICA MAGAZINES, INC., 
YORK, NY. FILED 6-21-2000. 


NEW 


MAXIMUM GOLF 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“GOLF’’, APART FROM THE MARK AS SHOWN. 

FOR GOLF ACCESSORIES, NAMELY, GOLF ACCESSORY 
POUCHES, GOLF BAG TAGS, GOLF BALL MARKERS, GOLF 
BALLS, GOLF CLUBS, GOLF CLUB BAGS, GOLF GLOVES, 
GOLF CLUB COVERS, GOLF CLUB HEAD COVERS, GOLF TEE, 
GRIP BALLS FOR USE IN STRENGTHENING HAND MUSCLES, 
GOLF TEE MARKERS; FLYING DISCS; AND PLUSH TOYS (U.S. 
CLS. 22, 23, 38 AND 50). 


SN 76-081,768. LITTLE KIDS, INC., PROVIDENCE, RI. FILED 
6-30-2000 


BUBBLE ’*SPLOSION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**BUBBLE”’, APART FROM THE MARK AS SHOWN 

FOR TOY BUBBLE WANDS AND BUBBLE SOLUTION (U.S. 
CLS. 22, 23, 38 AND 50) 


SN 76-093,057 
7-20-2000 


GEOFFREY, INC.. PARAMUS, NJ. FILED 


IMAGINARIUM ZOOARIUM 


OWNER OF 
2,345,481. 


FOR STUFFED TOY ANIMALS (US. CLS. 22, 23, 38 AND 
50) 


U.S. REG. NOS. 1,523,917, 2,334,764 AND 
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SN 78-000,453. SHACKELFORD, JUDITH A, BEVERLY HILLS, 
CA. FILED 3-22-2000. 


BABY UH-OH! 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
““BABY”’, APART FROM THE MARK AS SHOWN. 

FOR DOLLS, DOLL CLOTHING AND DOLL ACCESSORIES 
(U.S. CLS. 22, 23, 38 AND 50). 


CLASS 29—MEATS AND PROCESSED FOODS 


SN 75-204,740. LAMB-WESTON, 
FILED 11-18-1996. 


INC., KENNEWICK, WA. 


STEALTH NATURAL CUT 
FRIES 


OWNER OF U.S. REG. NOS. 1,829,921 AND 1,830,848. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
““NATURAL CUT FRIES’, APART FROM THE MARK AS 
SHOWN. 

FOR FROZEN POTATOES (U.S. CL. 46). 

FIRST USE 10-8-1996; IN COMMERCE 10-8-1996. 


SN 75-627.782. LINDEN OAKS CORPORATION, WILMINGTON, 
DE. FILED 1-26-1999. 


HUNGER BUSTER 


OWNER OF U.S. REG. NO. 1,507,380. 
FOR SNACK FOODS, NAMELY, POTATO CHIPS (U.S. CL. 
46). 
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SN 75-748,032. PULEVA, S.A.. GRANADA, SPAIN, FILED 
7-12-1999. 




















OWNER OF SPAIN REG. NO. 2.126.032, DATED 3-22-1999, 
EXPIRES 3-22-2009. 

OWNER OF U.S. REG. NO. 2,227,383. 

THE MARK IN THE DRAWING IS LINED FOR THE COLORS 
BLUE AND GREEN. 

FOR MILK, BUTTER, MARGARINE, WHIPPING CREAM, YO- 
GHURT, CHEESE CURD AND MILK BASED BEVERAGES (U.S. 
CL. 46). 


SN 75-817,497. PFAFFMANN, MARTIN, 76829 LANDAU, FED 
REP GERMANY, FILED 10-7-1999. 


Feuerzauber 


OWNER OF FED REP GERMANY REG. NO. 39871436, DATED 
2-12-1999, EXPIRES 12-31-2008. 

THE GERMAN WORD ‘‘FEUERZAUBER” MAY BE TRANS- 
LATED AS *‘FIRE MAGIC". 

FOR JELLIES, JAMS AND MARMALADES (U.S. CL. 46). 


SN 75-853,529. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 29—(Continued). 


FRIESLAND BRANDS B.V., 8937 AC 
LEEUWARDEN, NETHERLANDS, FILED 10-18-1999. 


OWNER OF U.S. REG. NOS. 548,612, 2,162,174 AND 2,267,297. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*‘ANNO 1898"’, APART FROM THE MARK AS SHOWN. 

THE STIPPLING IS FOR SHADING PURPOSES ONLY AND 
DOES NOT INDICATE COLOR. 

THE ENGLISH TRANSLATION OF ‘‘L’AUTOMNE” IS “‘AU- 
TUMN” AND THE ENGLISH TRANSLATION OF *‘ANNO”’ IS 
“YEAR”. 

FOR CHEESE (U.S. CL. 46). 


SN 75-913,562. JOHNSONVILLE SAUSAGE, LLC, KOHLER, DE. 
BY ASSIGNMENT JOHNSONVILLE SAUSAGE, _INC., 
KOHLER, WI. FILED 2-9-2000. 


THE BEST TASTE ON THE 
GRILL 


OWNER OF U.S. REG. NOS. 1,792,234, 2,320,819 AND OTH- 
ERS. 

FOR PROCESSED MEATS (U.S. CL. 46). 

FIRST USE 2-28-2000; IN COMMERCE 2-28-2000. 


SN 76-001,772. DAIRY FARMERS OF AMERICA, INC., KANSAS 
CITY, MO. FILED 3-17-2000. 


BUDDIES 


FOR NATURAL CHEESES AND PASTEURIZED PROCESSED 
CHEESES (U.S. CL. 46). 
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SN 76-017,707. CSC BRANDS LP, CAMDEN, NJ. 
4-5-2000. 


FILED 


SOUP@HAND 


FOR SOUP (U.S. CL. 46). 


SN 76-028,600. LAMB-WESTON, 
FILED 4-18-2000. 


INC., KENNEWICK, WA. 


FRIES GALORE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**FRIES’”’, APART FROM THE MARK AS SHOWN. 

FOR COOKED FRENCH FRIES SERVED IN RESTAURANTS 
AND OTHER FOOD SERVICE OUTLETS (U.S. CL. 46). 


CLASS 30—STAPLE FOODS 


SN 75-269,658. OREGON CHAI, INC., PORTLAND, OR. FILED 
4-4-1997. 


CHAISCREAM 


FOR ICE CREAM AND FROZEN CONFECTIONS (U.S. CL. 
46). 


SN 75-612,984. SACH, PENELOPE, WOOLLAHRA NSW 2025, 
AUSTRALIA, FILED 12-29-1998. 


PENELOPE SACH 


PRIORITY CLAIMED UNDER SEC. 44(D) ON AUSTRALIA 
APPLICATION NO. 2181176, FILED 11-3-1998, REG. NO. 
2181176, DATED 11-3-1998, EXPIRES 1 1-3-2008. 

THE NAME ‘PENELOPE SACH” IDENTIFIES A LIVING IN- 
DIVIDUAL WHOSE CONSENT iS OF RECORD. 

FOR TEA (U.S. CL. 46). 
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SN 75-660,024. ALEXANDER’S FAMOUS FOODS, INC., VENICE, 
CA. FILED 3-15-1999 


FUDGE FATALE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**FUDGE"’, APART FROM THE MARK AS SHOWN. 

FOR FUDGE AND CANDY (U.S. CL. 46). 

FIRST USE 1-1-1999; IN COMMERCE 1-1-1999. 


SN 75-789,146. BIO COSMETICS, S.L., 28023 MADRID, SPAIN, 
FILED 8-31-1999. 


YOTUEL 


OWNER OF SPAIN REG. NO. 
EXPIRES 5-4-2005. 

OWNER OF U.S. REG. NO. 2,163,171. 

FOR COFFEE, TEA, COCOA, SUGAR, RICE, TAPIOCA, SAGO, 
ARTIFICIAL COFFEE; FLOUR, PROCESSED CEREALS; BREAD, 
PASTRY, CANDY, CHEWING GUM, FLAVORED ICES, HONEY, 
TREACLE, YEAST, BAKING POWDER, SALT, MUSTARD, VIN- 
EGAR, SAUCES FOR USE AS A CONDIMENT, SPICES, ICE 
(U.S. CL. 46). 


1,922,812, DATED 5-4-1995, 


SN 75—793,332. BRUCE FOODS CORPORATION, NEW IBERIA, 
LA. FILED 9-7-1999. 


OWNER OF U.S. REG. NO. 1,265,852. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**YAMS"’, APART FROM THE MARK AS SHOWN. 

FOR CANNED YAMS (USS. CL. 46). 
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SN 75-806,473. 7-ELEVEN, INC., DALLAS, TX. FILED 9-22-1999. 





OWNER OF U.S. REG. NOS. 717,344 AND 1,083,007. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“FRESH OFF THE GRILL’’ AND “‘BAKERY STICKS", APART 
FROM THE MARK AS SHOWN. 

FOR BAKERY PRODUCTS (U.S. CL. 46). 

FIRST USE 5-10-1999; IN COMMERCE 5~—10—1999. 


SN 75-816,680. GOLDEN FARMS, INC., CANOGA PARK, CA. 
FILED 10-7-1999. 


POWER POCKET 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**POCKET"’, APART FROM THE MARK AS SHOWN. 

FOR MEAT AND POULTRY SANDWICHES (U.S. CL. 46). 

FIRST USE 9-1-1999; IN COMMERCE 9-1-1999. 


SN 75-844,270. ASSOCIATED WHOLESALE GROCERS, INC., 
KANSAS CITY, KS. FILED 11-9-1999. 


PAPINO’S 


FOR PIZZA (U.S. CL. 46). 


SN 75-882,340. UNIDIGM, 
12-28-1999. 


Sarchi 


THE NAME ‘“SARCHI" 
VOLCANO” IN AZTEC. 

FOR STAPLE FOODS, NAMELY, SALSA; HOT SAUCE; 
CHEESE SAUCE; SAUCES, NAMELY, ENCHILADA SAUCE, 
TACO SAUCE, BURRITO SAUCE, FAJITA SAUCE; TORTILLA 
CHIPS (U.S. CL. 46). 

FIRST USE 11-1-1999; IN COMMERCE 11-1-1999. 


INC., GAINESVILLE, GA. FILED 


TRANSLATES TO *“‘UNDER THE 
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SN 75-884,642. BARON, YVES, STE FOY, PROVINCE OF QUE- 
BEC, CANADA, FILED 12-23-1999. 


B-PUCK 


FOR SINGLE CUP COFFEE FILTER PUCK FOR USE IN 
AUTOMATIC VENDING MACHINES (U.S. CL. 46). 


SN 75-892,365. MIX-A-LOTA-STUFF, L.L.C, COLLIERVILLE, TN. 
FILED 1-7-2000. 


MIX-A-LOTA 


FOR ALL PURPOSE MARINADE AND SAUCES, NAMELY, 
PEPPER AND ONION, USED IN GRILLING AND COOKING (U.S. 
CL. 46). 

FIRST USE 11-0-1999; IN COMMERCE 11-0-1999. 


SN 75-892,368. MIX-A-LOTA-STUFF, L.L.C., COLLIERVILLE, 
TN. FILED 1-7-2000. 


3B 


FOR SAUCES, NAMELY, SEASONING SAUCES, GLAZES, 
GRAVIES, AND SAUCES USED ON VEGETABLES, MEAT, SEA- 
FOOD AND POULTRY (U.S. CL. 46). 

FIRST USE 9-0-1998; IN COMMERCE 9-0-1998. 


SN 75-892,369. MLX-A-LOTA-STUFF, L.L.C, COLLIERVILLE, TN. 
FILED 1-7-2000. 


BOOTIE BURNER 


FOR SAUCES, NAMELY SEASONING SAUCES, GLAZES, 
GRAVIES, AND SAUCES USED ON VEGETABLES, MEAT, SEA- 
FOOD AND POULTRY (U.S. CL. 46). 

FIRST USE 9-0-1998; IN COMMERCE 9-0-1998. 


SN 75-893,117. INTERNATIONAL CANDY, LLC, EDINA, MN. 
FILED 1-7-2000. 


O/ZON 


FOR CANDY MINTS (U.S. CL. 46). 
FIRST USE 5-15-1999; IN COMMERCE 5-22-1999. 
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SN 75-905,784. MAKTAS MAKARNACILIK VE TICARET TURK 
ANONIM SIRKETI, IZMIR, TURKEY, FILED 1-29-2000 


THE ENGLISH TRANSLATION OF THE TURKISH TERM 
*PIYALE”’ IS **CUP”’ OR **WINE GLASS”. 

FOR COFFEE, TEA, COCOA, SUGAR, RICE, TAPIOCA, SAGO, 
ARTIFICIAL COFFEE; FLOUR, BREAKFAST CEREALS, CE- 
REAL-BASED SNACK FOODS, READY-TO-EAT CEREAL DE- 
RIVED FOOD BARS, BREAD, PASTA, PASTRY, CHOCOLATES, 
CANDY, AND FLAVORED ICES; DESSERT SOUFFLES, HONEY, 
TREACLE, YEAST, BAKING-POWDER; SALT, MUSTARD; VIN- 
EGAR, SAUCES; SPICES; ICE (U.S. CL. 46) 


SN 75-911.863. DISHAKA GOURMET IMPORTS, LLC, HOUS- 
TON, TX. FILED 2~—7-2000 


INDIA CHEF 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“INDIA”, APART FROM THE MARK AS SHOWN 
FOR RICES AND SPICES (U.S. CL. 46). 


SN 75-925,707. WILBUR CHOCOLATE CO., INC., LITITZ, PA. 
FILED 2-23-2000. 


PLATINUM 2000 


OWNER OF U.S. REG. NO. 166,775. 
FOR WHITE COCOA BUTTER COATING FOR FOOD PUR- 
POSES (U.S. CL. 46). 


SN 75-939,235. ENGLISH TEA HOUSE, LTD., WASHINGTON, 
DC. FILED 3-9-2000. 


KASHISH—T 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**TEA’’, APART FROM THE MARK AS SHOWN. 

THE ENGLISH TRANSLATION OF ‘*KASHISH” IS AN ARA- 
BIC WORD THAT MEANS *“‘ATTRACTION”. 

FOR TEA IN PACKAGED FORM AND BOTTLED TEA (USS. 
CL. 46). 
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SN 76-014,997. ELDORADO COFFEE DISTRIBUTORS, 
MASPETH, NY. FILED 3-31-2000. 


LTD., 


LA CONQUISTA DEL SABOR 


THE ENGLISH TRANSLATION OF THE MARK IS ““THE CON- 
QUEST OF TASTE” 

FOR GROUND COFFEE AND ROASTED COFFEE BEANS (U.S 
CL. 46) 


SN 76-018,648. 
4-5-2000. 


RECOT, INC, PLEASANTON, CA. FILED 


FOR COOKIES, CROISSANTS AND CANDY (U.S. CL. 46). 


SN 76-018,709. RECOT, 
4-5-2000. 


INC., PIEASANTON, CA. 


a \ wt 


food for the {8°° 


FILED 


FOR COOKIES, CROISSANTS AND CANDY (U.S. CL. 46). 


SN 76-019,213. BFC INVESTMENTS, L.P., WILMINGTON, DE. 
FILED 4-7-2000. 


CREAMETTE KID’S CUTS 


OWNER OF U.S. REG. NOS. 510,104, 1,248,562 AND OTHERS. 
FOR PASTA (U.S. CL. 46). 
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SN 76-019,216. BFC INVESTMENTS, L.P.. WILMINGTON, DE. 
FILED 4-7-2000 


CREAMETTE KID’S CLUB 


OWNER OF U.S. REG. NOS. 510,104, 1,248,562 AND OTHERS. 
FOR PASTA (U.S. CL. 46). 


SN 76-019,218. BFC INVESTMENTS, L.P., WILMINGTON, DE. 
FILED 4-7-2000. 


CLASSICO CREATIONS 


OWNER OF U.S. REG. NOS. 1,273,783, 1,910,783 AND OTH- 
ERS. 

THE ENGLISH TRANSLATION OF THE WORD *“‘CLASSICO” 
IS ““CLASSIC”’. 

FOR PASTA SAUCES (U.S. CL. 46). 


SN 76-027,625. DALUFE FOOD DISTRIBUTOR, INC., MIAMI, 
FL. FILED 4-14-2000. 


FOR TAPIOCA STARCH BASED PUFFED SNACKS (U.S. CL. 
46). 


SN 76-031,961. BROWN, ANTHONY, LOS ANGELES, CA. FILED 
4-20-2000. 


WATCHOUTDEHNOW 


FOR CANDY BAR (U.S. CL. 46). 


194-362 TMOG - 01 - 38 : QL3 
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SN 76-036,644. CLIF BAR INC., BERKELEY, CA. FILED 
4-27-2000. 


IT’S A GIRL THING 


FOR BAKED PRODUCTS, NAMELY, ORGANIC GRAIN- 
BASED SNACK FOODS; FOOD PRODUCTS, NAMELY, OR- 
GANIC GELS COMPRISED PRIMARILY OF BROWN RICE 
SYRUP AND DRIED FRUIT (U.S. CL. 46). 


SN 76-038,974. FRAME, ROBERT D., DURHAM, NC. FILED 
5-2-2000. 


Ourganics 


FOR ORGANIC FOODS, NAMELY, PROCESSED BREAKFAST 
CEREALS, COOKIES, BARS OF SOLID CHOCOLATE, HOT 
SAUCE CONDIMENTS, HONEY, PROCESSED MAPLE SYRUP, 
MUSTARD, PANCAKE MIX, PROCESSED PASTA, PASTA 
SAUCE, PIZZA SAUCE, SALSA, SALAD DRESSINGS, TEA FOR 
FOOD PURPOSES, SOY SAUCE, TORTILLA CHIPS, TORTILLAS, 
AND VINEGAR (U.S. CL. 46). 


SN 76-039,061. SCHWAN’S IP, LLC, MARSHALL, MN. FILED 
5-2-2000. 


STUFFIN’ STIX 


FOR BREAD STICKS FILLED WITH CHEESE (U.S. CL. 46). 


SN 76-039,071. FROZFRUIT COMPANY, THE, FREEHOLD, NJ. 
FILED 5-2-2000. 


THAT KIND OF GOOD 


FOR FROZEN CONFECTIONS (U.S. CL. 46). 


SN 76-042,642. FOCACCIA KING, INC., CRANSTON, RI. FILED 
5-5-2000. 


FOCACCIA KING 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**FOCACCIA”’, APART FROM THE MARK AS SHOWN. 

FOR FOCACCIA (U.S. CL. 46). 

FIRST USE 1-17-2000; IN COMMERCE 1-17-2000. 
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SN 76-048,177. WORLD CANDIES, 
FILED 5-12-2000. 


RUDE DUDES 


FOR CANDY (U.S. CL. 46). 
FIRST USE 3-26-1992; IN COMMERCE 3-26-1992. 


INC., BROOKLYN, NY. 


SN 76-049,515. RUBY’S DINER, INC., NEWPORT BEACH, CA. 
FILED 5-16-2000. 7 
FOR COFFEE BEANS, GROUND COFFEE AND BREWED 
COFFEE (U.S. CL. 46). 


SN 76-049,516. BABAKNIA, ARI, NEWPORT BEACH, CA. FILED 
5-16-2000. 


HEARTY-O’S 


FOR BREAKFAST CEREAL (U.S. CL. 46). 


SN 76-049,571. 
5-16-2000. 


MC SPICES INC., MARLTON, NJ. FILED 


FOR PEPPER (U.S. CL. 46). 


SN 78-015,101. NABISCO BRANDS COMPANY, WILMINGTON, 
DE. FILED 6-30-2000. 


TROLLI MINI BURGER 


OWNER OF U.S. REG. NOS. 
2,140,788. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**MINI BURGER"’, APART FROM THE MARK AS SHOWN. 

FOR CANDY, BONBONS AND BONBONS CONTAINING 
FRUIT GUM, FOAM SUGAR, LICORICE, AND/OR JELLY (U.S. 
CL. 46). 

FIRST USE 6-30-1998; IN COMMERCE 6-30-1998. 


1,285,440, 2,140,787 AND 
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SN 75-553,416. MOSTI MONDIALE, INC., VILLE STE-CATH- 
ERINE, QUEBEC, JOL LEO, CANADA, FILED 9-15-1998. 

















Masti Mondiale ne 


PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA AP- 
PLICATION NO. 872644, FILED 3-18-1998, REG. NO. 
TMAS18035, DATED 10-18-1999, EXPIRES 10-18-2014. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*““MOSTI MONDIALE INC., APART FROM THE MARK AS 
SHOWN. 

THE LINING AND STIPPLING SHOWN IN THE DRAWING 
ARE FEATURE OF THE MARK AND DO NOT INDICATE 
COLOR. 

THE ENGLISH TRANSLATION FOR THE FOREIGN WORDS 
*‘MOSTI MONDIALE” IS **MUST OF THE WORLD”’. 

FOR MALT FOR BREWING AND DISTILLING (U.S. CLS. 1 
AND 46). 


SN 75-640,137. KAMDAR, VALARIE, PARK CITY, UT. FILED 
2-12-1999, 


LOVE YOUR PET 


FOR FROZEN AND NONFROZEN FOOD FOR ANIMALS (U.S. 
CLS. 1 AND 46). 
FIRST USE 12-0-1996; IN COMMERCE 12-0-1996. 


SN 75-723,080. WYFFELS HYBRIDS, INC., ATKINSON, IL. 
FILED 6-7-1999. 


WYFFELS WORKS. 


OWNER OF U.S. REG. NO. 1,381,698. 

FOR AGRICULTURAL SEEDS, NAMELY, SEED CORN AND 
ALFALFA SEED (U.S. CLS. 1 AND 46). 

FIRST USE 7-0-1988; IN COMMERCE 7-0-1988. 


SN 75-772,921. ROSE ACRE FARMS, INC., SEYMOUR, IN. 
FILED 8-10-1999. 


REPLENISH 


FOR ANIMAL FEED, NAMELY, EGG-BASED MILK SUB- 
STITUTE FOR CALVES (U.S. CLS. 1 AND 46). 
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SN 75-871,569. MINNESOTA CORN PROCESSORS, INC., MAR- 
SHALL, MN. FILED 12-14-1999. 


GOLD YEAST 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**YEAST”’, APART FROM THE MARK AS SHOWN. 
FOR ANIMAL FEED (U.S. CLS. 1 AND 46). 


SN 75-905,573. WALLER GENETICS, INC., GUADALUPE, CA. 
FILED 1-25-2000. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*““GENETICS, INC."*, APART FROM THE MARK AS SHOWN. 

FOR FLOWER SEEDS AND LIVE PLANTS (U.S. CLS. 1 AND 
46). 


SN 76-020,107. EDEN FLORAL FARM, INC., MIAMI, FL. FILED 
4-7-2000. 


5 STAR ROSES 


OWNER OF U.S. REG. NO. 2,079,094. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**ROSES”’, APART FROM THE MARK AS SHOWN. 

FOR LIVE CUT FLOWERS AND LIVE FLORAL ARRANGE- 
MENTS (U.S. CLS. 1 AND 46). 


SN 76-027,141. THOMPSON'S NUTRITIONAL TECHNOLOGY, 
INC., KANSAS CITY, KS. FILED 4-17-2000. 


BOOOONES 


FOR PET FOOD AND EDIBLE PET TREATS (U.S. CLS. 1 
AND 46). 


SN 76-037,906. RALSTON PURINA COMPANY, ST. LOUIS, MO. 


FILED 5-1-2000. 


CREATEPURINA 


FOR PET FOOD (U.S. CLS. 1 AND 46). 


SN 76-040,237. HAWAII 
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PRIDE, LLC, KEAAU, HI. FILED 


5-4-2000. 


PRIDE OF HAWAII 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 


*‘HAWAII’’, APART FROM THE MARK AS SHOWN. 


FOR FRESH FRUIT AND VEGETABLES (U.S. CLS. 1 AND 


46). 


CLASS 32—LIGHT BEVERAGES 


SN 75-356,906. LA CASERA, CENTRAL DE SERVICIOS, S.A., 


28002 MADRID, SPAIN, FILED 9-15-1997. 


SSS SSS SSS SS 


Seated Signin 
x . 


NY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**LIMA-LIMON LIMA-LIMON’’, APART FROM THE MARK AS 
SHOWN 

THE DRAWING IS LINED FOR THE COLORS GREEN, BLUE, 
YELLOW AND RED. 

THE ENGLISH TRANSLATIONS OF ‘“‘LA CASERA”’ IS 
**LANDLADY”™ AND “*LIMA”’ IS *“‘LEMON"”’. 

FOR AERATED WATERS; NON-ALCOHOLIC DRINKS, 
NAMELY, SOFT DRINKS WITH A LEMON LIME FLAVOR; 
SYRUPS AND OTHER PREPARATIONS FOR MAKING SOFT 
DRINKS WITH A LEMON LIME FLAVOR (U.S. CLS. 45, 46 
AND 48). 
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SN 75-358,632. LA CASERA, CENTRAL DE SERVICIOS, S.A... SN 75-546,709. MOLSON BREWERIES, TORONTO, ONTARIO, 
28002 MADRID, SPAIN, FILED 9-17-1997. 


CANADA, FILED 9-2-1998. 





THE DRAWING IS LINED FOR THE COLORS RED AND 
BLUE. 


THE ENGLISH TRANSLATION OF *‘LA CASERA"’ IS *“*LAND- 
LADY”. 


FOR CARBONATED AND AERATED WATER (USS. CLS. 45, 
46 AND 48). 


SN 75-377,434. LA CASERA, CENTRAL DE SERVICIOS, S.A., 
28002 MADRID, SPAIN, FILED 10-22-1997. 
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NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**LIMON”’, APART FROM THE MARK AS SHOWN. 

THE DRAWING IS LINED FOR THE COLORS GREEN, BLUE 
AND YELLOW. 

THE ENGLISH TRANSLATIONS OF “LA CASERA’”’ IS 
““LANDLADY”™ AND “‘LIMON”’ IS *“*‘LEMON”’. 

FOR AERATED WATERS; NON-ALCOHOLIC DRINKS, 
NAMELY, SOFT DRINKS WITH A LEMON FLAVOR; SYRUPS 
AND OTHER PREPARATIONS FOR MAKING SOFT DRINKS 
WITH A LEMON FLAVOR (U.S. CLS. 45, 46 AND 48). 


OWNER OF U.S. REG. NOS. 672,613, 1,936,343 AND OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“ICE”, ‘“‘NORTH AMERICA’S OLDEST BREWERY”, *‘BEER"’, 
AND “BIERE’’, APART FROM THE MARK AS SHOWN. 

THE STIPPLING IN THE DRAWING IS FOR SHADING PUR- 
POSES ONLY. 

FOR BREWED ALCOHOLIC BEVERAGES, NAMELY BEER 
(U.S. CLS. 45, 46 AND 48). 

FIRST USE 3-0-1998; IN COMMERCE 3-0-1998. 


SN 76-007,770. HJMP CORP., DBA HOME JUICE CO., FORT 
LAUDERDALE, FL. FILED 3-23-2000. 





OWNER OF U.S. REG. NOS. 1,239,682, 2,136,699 AND OTH- 
ERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**PURE”’, APART FROM THE MARK AS SHOWN. 


FOR FRUIT JUICES AND FRUIT DRINKS (U.S. CLS. 45, 46 
AND 48). 
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SN 76-032,911. 
BOONVILLE, CA. FILED 4-21-2000. 


WINTER SOLSTICE 


FOR BEER, ALE, PORTER, STOUT, AND MALT LIQUOR (U.S. 
CLS. 45, 46 AND 48). 
FIRST USE 11—1-1992; IN COMMERCE 11-1-1992. 


SN 76-037,754. HANSEN BEVERAGE COMPANY, CORONA, CA. 
FILED 5-1-2000. 


WORKOUT WATER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“WATER’’, APART FROM THE MARK AS SHOWN. 

FOR DRINKING WATER, NAMELY CARBONATED WATER 
AND NONCARBONATED WATER ENHANCED WITH VITA- 
MINS, MINERALS, NUTRIENTS AMINO ACIDS AND/OR HERBS 
(U.S. CLS. 45, 46 AND 48). 


SN 76-039,210. GAMBRINUS COMPANY, THE, SAN ANTONIO, 
TX. FILED 5-2-2000. 


MILES AWAY FROM OTHER 
LIGHT BEER 


FOR BEERS (U.S. CLS. 45, 46 AND 48). 
FIRST USE 3-1-1999; IN COMMERCE 3-1-1999. 


SN 76-039,835. MCGOWAN, 
FILED 5-3-2000. 


DONVILLE, SYRACUSE, NY. 


UPFULL 


FOR VEGETABLE JUICE BEVERAGES (U.S. CLS. 45, 46 AND 
48). 


SN 76-050,689. MILLER BREWING COMPANY, MILWAUKEE, 
WI. FILED 5-17-2000. 


GO WIDE 


FOR BEER (U.S. CLS. 45, 46 AND 48). 


ANDERSON VALLEY BREWING _INC., 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 33—WINES AND SPIRITS 


SN 75-435,545. LUISSIER S.A., 78220 VIROFLAY, FRANCE, 
FILED 2-17-1998. 


EXTREME DE FOIE GRAS 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FRANCE APPLI- 
CATION NO. 97693061, FILED 8-27-1997. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**FOIE GRAS"’, APART FROM THE MARK AS SHOWN. 

FOR GOOSE LIVER (U.S. CLS. 47 AND 49). 


SN 75-475,693. LATCHAM VINEYARDS GRANITE SPRINGS, 
LLC, MT. AUKUM, CA. FILED 4-28-1998. 


GRANITE SPRINGS 


FOR WINE (U.S. CLS. 47 AND 49). 
FIRST USE 0-0-1982; IN COMMERCE 0-0-1982. 


SN 75-801,041. SAMUEL SMITH & SON PTY LTD, SOUTH AUS- 
TRALIA, AUSTRALIA, FILED 9-15-1999. 


THE RESERVE PADDOCK 


FOR WINES (U.S. CLS. 47 AND 49). 


SN 75-801,042. SAMUEL SMITH & SON PTY LTD, SOUTH AUS- 
TRALIA, AUSTRALIA, FILED 9-15-1999. 


THE RAMS’ PADDOCK 


PRIORITY CLAIMED UNDER SEC. 44(D) ON AUSTRALIA 
APPLICATION NO. 791777, FILED 4-21-1999, REG. NO. 791777, 
DATED 4-21-1999, EXPIRES 4-21-2009. 

FOR WINES (U.S. CLS. 47 AND 49). 


SN 76-019,183. RAWSON, GORDON, SEATTLE, WA. FILED 
4-6-2000. 


CHATTER CREEK 


FOR WINE (U.S. CLS. 47 AND 49). 
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SN 76-037,639. HARBRIDGE INVESTMENTS PTY LTD, NEW _ SN 75-452,247. HUGHES, THOMAS E., DBA HIGH IMPACT 
SOUTH WALES 1215, AUSTRALIA, FILED 5-1-2000. MARKETING, MONUMENT, CO. FILED 3-18-1998. 


HIGH IMPACT 


FOR RETAIL MAIL ORDER AND TELEPHONE ORDER SERV- 
ICES FOR PROMOTIONAL MATERIALS FOR _ DENTISTS, 
NAMELY, STOCK PHOTOGRAPHS, POSTERS, POSTCARDS 
AND VIDEOS (U.S. CLS. 100, 101 AND 102) 

FIRST USE 2-0-1991; IN COMMERCE 2-0-1991. 


SN 75-464,568. KITT CARPET SALES INC., ROUND LAKE 
BEACH, IL. FILED 4-8-1998. 


SIGNATURE FLOORING & 
DESIGN 


“Ts t Pt CT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“FLOORING & DESIGN’, APART FROM THE MARK AS 
OWNER OF AUSTRALIA REG. NO. 657797, DATED 4-6-1995, SHOWN : 

EXPIRES 4-6-2005 FOR WHOLESALE DISTRIBUTORSHIPS AND RETAIL STORE 
THE STIPPLING SHOWN IN THE DRAWING INDICATES SERVICES FEATURING CARPETING, VINYL FLOOR COV- 
SHADING AND IS NOT INTENDED TO INDICATE COLOR ERINGS, VINYL FLOORING SHEETS, VINYL FLOORING TILES. 
FOR WINE (US. CLS. 47 AND 49) HARDWOOD FLOORING, LAMINATED FLOORING, CERAMIC 
TILE, MARBLE FLOORING, WINDOW TREATMENTS, WALL- 
PAPER, AND FABRIC FOR DRAPERIES AND UPHOLSTERING 

(U.S. CLS. 100, 101 AND 102). 


SN 75-465,973. MOORE’S LUMBER & BUILDING SUPPLIES, 
INC., ROANOKE, VA. FILED 4-10-1998. 


MOORE’S 


SERVICE MARKS OWNER OF U.S. REG. NO. 721,140. 
SEC. 2(F). 
FOR RETAIL AND WHOLESALE STORE SERVICES FEA- 
TURING LUMBER AND BUILDING SUPPLIES (U.S. CLS. 100, 

CLASS 35—ADVERTISING AND BUSINESS 101 AND 102). ¢ 
FIRST USE 5-21-1974; IN COMMERCE 5-21-1974. 

SN 75-431,067. KITT CARPET SALES INC., ROUND LAKE 

BEACH, IL. FILED 2-9-1998. 


SN 75-465,980. MOORE’S LUMBER & BUILDING SUPPLIES, 
INC., ROANOKE, VA. FILED 4-10-1998. 


SIGNATURE FLOORING & 
INTERIORS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE OWNER OF U.S. REG. NO. 721,140. 
“FLOORING & INTERIORS’, APART FROM THE MARK AS NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
SHOWN “LUMBER & BUILDING SUPPLIES’, APART FROM THE 
FOR WHOLESALE DISTRIBUTORSHIPS AND RETAIL STORE MARK AS SHOWN. 
SERVICES IN THE FIELD OF CARPETING, VINYL FLOOR THE DRAWING IS LINED FOR THE COLOR ORANGE. 
COVERINGS,VINYL FLOORING SHEETS, VINYL FLOORING SEC. 2(F) AS TO THE WORD **MOORE’S”’. 
TILES, HARDWOOD FLOORING, LAMINATED FLOORING, CE- FOR RETAIL AND WHOLESALE STORE SERVICES FEA- 
RAMIC TILE, MARBLE FLOORING, WINDOW TREATMENTS, TURING LUMBER AND BUILDING SUPPLIES (U.S. CLS. 100, 
WALLPAPER AND FABRIC FOR DRAPERIES AND UPHOL- 101 AND 102). 
STERING (U.S. CLS. 100, 101 AND 102). FIRST USE 0-0-1990; IN COMMERCE 0-0-1990. 





FEB 20, 2001 
CLASS 35—({Continued). 


SN 75-514,761. RUNDELL, DEREK J., BIRMINGHAM, MI. FILED 
7-2-1998. 


Virtual Gourmet 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“‘GOURMET"’, APART FROM THE MARK AS SHOWN. 

FOR REFERRAL SERVICES FOR LOCATING GOURMET AND 
EXOTIC FOODS VIA A DATA COMMUNICATION NETWORK, 
NAMELY, GLOBALLY INTERCONNECTED COMPUTER NET- 
WORKS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 3-10-1997; IN COMMERCE 6-10-1997. 


SN 75-547,840. LONG ISLAND CONVENTION AND VISITORS 
BUREAU, HAUPPAUGE, NY. FILED 9-3-1998. 





OWNER OF U.S. REG. NO. 1,950,219. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
THE SILHOUETTE OF *‘LONG ISLAND” AND “SPORTS COM- 
MISSION"’, APART FROM THE MARK AS SHOWN. 

THE MARK CONSISTS OF A FIGURE WITH A SQUARE BASE 
BENEATH A CURVED TOP WHEREIN THE WORDS **LONG 
ISLAND"’ APPEAR INSIDE THE FIGURE AT THE TOP, THE 
WORDS ‘SPORTS COMMISSION’? APPEAR ON ATOP THE 
OTHER AT THE BOTTOM OF THE FIGURE AND RUNNING 
HORIZONTALLY BETWEEN THE WORDS “‘LONG ISLAND” 
AND OUTSIDE THE FIGURE AND ACROSS THE TOP ARE 
SIX FLAGPOLES EACH DISPLAYING A FLAG. 

SEC. 2(F) IN PART AS TO: **LONG ISLAND”’. 

FOR PROMOTING SPORTS COMPETITION AND/OR EVENTS 
OF OTHERS AND ARRANGING SPONSORS TO AFFILIATE 
THEIR GOODS AND SERVICES WITH COMPETITIVE SPORTS 
EVENTS; CHAMBER OF COMMERCE SERVICES, NAMELY 
PROMOTING BUSINESS IN THE LONG ISLAND, NEW YORK 
AREA BY WAY OF ATTRACTING PROFESSIONAL AND AMA- 
TEUR SPORTING EVENTS, CHAMPIONSHIPS AND INDUSTRY- 
RELATED CONFERENCES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 6-0-1994; IN COMMERCE 9-0-1994. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 75-559,.855. COOPER, MARK DOMINIC, HULL HU9 3AH, 
UNITED KINGDOM, FILED 9-28-1998. 


THE B-SAFE PROGRAMME 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*‘PROGRAMME”’, APART FROM THE MARK AS SHOWN. 

FOR BUSINESS MANAGEMENT ASSISTANCE; BUSINESS 
MANAGEMENT AND ORGANIZATION CONSULTING; WRIT- 
ING OF BUSINESS REPORTS; PROFESSIONAL BUSINESS CON- 
SULTATIONS; EFFICIENCY EXPERTS SERVICES; PREPARA- 
TION OF PROJECT STUDIES RELATING TO BUSINESS MAN- 
AGERS; EMPLOYMENT COUNSELING; ADVISORY SERVICES 
RELATING TO ANY OF THE AFORESAID SERVICES (U.S. CLS. 
100, 101 AND 102). 

FIRST USE 7-1-1998; IN COMMERCE 7-1-1998. 


SN 75-639,301. KAMDAR, VALARIE, PARK CITY, UT. FILED 
2-11-1999. 


LOVE YOUR PET 


FOR RETAIL STORES FEATURING FROZEN AND NON- 
FROZEN ANIMAL FOOD (U.S. CLS. 100, 101 AND 102). 


SN 75-643,165. SIMPLY DECORATING COMPANY, HOUSTON, 
TX. FILED 2-17-1999. 


SIMPLY DECORATING! 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**DECORATING”’, APART FROM THE MARK AS SHOWN. 

FOR MAIL ORDER SERVICES FEATURING INTERIOR DECO- 
RATING ITEMS; SHOP-AT-HOME PARTIES FEATURING INTE- 
RIOR DECORATING ITEMS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 2-0-1998; IN COMMERCE 2-0-1998. 
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SN 75-652,509. MARKET INTEGRITY, INC., RALEIGH, NC. 
FILED 3-3-1999. 


PVC DATA NETWORK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“DATA NETWORK"’, APART FROM THE MARK AS SHOWN. 

FOR BUSINESS SERVICES NAMELY, PROVIDING ON-LINE 
INFORMATION IN THE NATURE OF A DATABASE WHICH 
CONTAINS DISTRIBUTION CHANNELS, PRODUCT INFORMA- 
TION, METHODS EMPLOYED BY DISTRIBUTORS OF ILLICIT 
PRODUCTS, STRATEGIES FOR THE DETECTION OF ILLICIT 
PRODUCTS, TECHNIQUES FOR PREVENTING THE DISTRIBU- 
TION OF ILLICIT PRODUCTS AND A DATABASE OF LAW 
ENFORCEMENT RESOURCES, ALL USED TO ADDRESS IN- 
STANCES OF ILLICIT AND/OR UNAUTHORIZED DISTRIBU- 
TION OF PRODUCTS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 12-1-1998; IN COMMERCE 12-1-1998. 


SN 75-669,834. SUPERHIGHWAY CONSULTING, INC., DBA 
WEBPROMOTE, VERNON HILLS, IL. FILED 3-29-1999. 


ail.com 


FOR DISSEMINATION OF ADVERTISING FOR OTHERS VIA 
A GLOBAL COMPUTER NETWORK AND VIA ELECTRONIC 
MAIL OVER A GLOBAL COMPUTER NETWORK (U.S. CLS. 
100, 101 AND 102). 

FIRST USE 5-2-1999; IN COMMERCE 5-2-1999. 


SN  75-679.889. LUXELLE INTERNATIONAL LIMITED, 
TORTOLA, BR.VIRGIN ISLANDS, BY CHANGE OF NAME 
MONTAIGNE INTERNATIONAL LIMITED, TORTOLA, 
BR. VIRGIN ISLANDS, FILED 4-9-1999. 


STYLE MILES 


FOR PROMOTING THE SALE OF COSMETICS THROUGH AN 
INCENTIVE AWARD PROGRAM (U.S. CLS. 100, 101 AND 102). 
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SN 75-703,669. DENVER METROPOLITAN SCIENTIFIC AND 
CULTURAL FACILITIES DISTRICT, DENVER, CO. FILED 
10-1-1998. 


(4. 
Scientific & Cultural 
Facilities District 











NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“SCIENTIFIC & CULTURAL FACILITIES DISTRICT’, APART 
FROM THE MARK AS SHOWN. 

FOR GOVERNMENT MANAGEMENT CONSULTATION, 
NAMELY, PROVISION OF BUSINESS INFORMATION, CON- 
SULTATION AND REFERRAL SERVICES TO OTHERS RELAT- 
ING TO THE FORMATION AND ADMINISTRATION OF SPE- 
CIAL TAXING DISTRICTS FOR THE FINANCIAL SUPPORT OF 
SCIENTIFIC AND CULTURAL ORGANIZATIONS (U.S. CLS. 100, 
101 AND 102). 

FIRST USE 9-1-1994, IN COMMERCE 9-1-1994. 


SN 75-714,556. MKENERGY.COM INC., WESTPORT, CT. FILED 
5-26-1999. 


INFOMETER.COM 


FOR COMPUTERIZED, ON-LINE ORDERING SERVICES FEA- 
TURING ELECTRIC AND GAS METERS; PREPARING ON-LINE 
ENERGY CONSUMPTION REPORTS FOR BUSINESS MANAGE- 
MENT OF ENERGY USE (U.S. CLS. 100, 101 AND 102). 


SN 75-716,342. TRICON GLOBAL RESTAURANTS, INC., LOUIS- 
VILLE, KY. FILED 5-27-1999. 


YUMNET.COM 


FOR DISSEMINATION OF ADVERTISING FOR OTHERS VIA 
AN ON-LINE ELECTRONIC COMMUNICATIONS NETWORK 
(U.S. CLS. 100, 101 AND 102). 
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SN 75-726,692. USNET.NET INC., WESTLAKE VILLAGE, CA. 
FILED 6-11-1999. 


WHAT DO YOU WANT TO 
SELL TODAY? 


FOR PROVIDING A WEBSITE OVER ELECTRONIC COMMU- 
NICATION NETWORKS FOR BUSINESS PRODUCTS AND 
SERVICES FOR BUYERS AND SELLERS, NAMELY PROVIDING 
A VIRTUAL MARKETPLACE WHERE BUSINESSES CAN RE- 
SEARCH, BUY AND SELL PRODUCTS AND SERVICES, PUT 
THEIR NEEDS FOR PRODUCTS AND SERVICES OUT FOR BID, 
GET MATCHED WITH APPROPRIATE VENDORS, RECEIVE 
QUOTES FROM VENDORS, AND CAN ELECT TO COMPLETE 
SALES TRANSACTIONS EITHER ON-LINE OR OFF-LINE (U.S. 
CLS. 100, 101 AND 102). 


SN 75-730,644. SELF-IMPROVE.COM, INC., BEAVERTON, OR. 
FILED 6-18-1999. 


SELFIMPROVE.COM 


FOR COMPUTERIZED ON-LINE RETAIL SERVICES IN THE 
FIELDS OF HEALTH, FITNESS AND PERSONAL GROWTH; 
MAIL ORDER SERVICES IN THE FIELDS OF HEALTH, FIT- 
NESS AND PERSONAL GROWTH (U.S. CLS. 100, 101 AND 102). 


SN 75-737,724. SCHMIDT, LOIS M., WEST CHESTER, PA. FILED 
6-28-1999. 


Voic 


givers 


FOR MAIL ORDER CATALOG SERVICES AND RETAIL 
SERVICES BY DIRECT SOLICITATION BY SALES AGENTS IN 
THE FIELD OF DEVICES FOR USE BY PEOPLE WITH SPEECH 
AND/OR MEMORY IMPAIRMENT TO FACILITATE COMMU- 
NICATIONS THROUGH COMMUNICATIONS-RELATED PRINT- 
ED CARDS, PHOTO ALBUMS, AUDIO TAPES AND CDS, 
LEATHER PORTFOLIOS, PHOTO FRAMES ON A KEY RING, 
IDENTIFICATION BRACELETS, LEATHER POCKET CASES 
AND MAGNIFIERS, ATTACHMENT CHAINS AND CORDS, 
BUTTON/BELT TABS, PERSONALIZED EMBROIDERED CARDI- 
GANS, LAP BLANKETS, SEW-ON PATCHES, AND CUS- 
TOMIZED ADULT APRONS, VESTS, BIBS, AND SENSORY LAP 
PADS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 4-2-1998; IN COMMERCE 4-2-1998. 
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SN 75-739,939. GEORGE LITTLE MANAGEMENT, INC., WHITE 
PLAINS, NY. FILED 6-30-1999. 


glmshows 


FOR PROVIDING MULTIPLE USER ACCESS TO AN ON-LINE 
NETWORK DATABASE OFFERING DATA AND INFORMATION 
IN THE FIELD OF ORGANIZING AND CONDUCTING TRADE 
SHOWS AND FACTS RELATING TO EXHIBITORS AT SUCH 
SHOWS AND THOSE EXHIBITORS’ PRODUCTS (U.S. CLS. 100, 
101 AND 102). 

FIRST USE 7-1-1997; IN COMMERCE 7-1-1997. 


SN 75-742,283. TAYLOR, CHRISTINE, NORTH SYRACUSE, NY. 
FILED 7-2-1999. 


Hero Promotions 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**PRODUCTIONS”, APART FROM THE MARK AS SHOWN. 

FOR DEVELOPING PROMOTIONAL CAMPAIGNS FOR BUSI- 
NESS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 5-1-1999; IN COMMERCE 5-1-1999. 


SN 75-744,644. SIMMONS, TERRENCE R., DBA SIMMONS AS- 
SOCIATES, INC., NEW HOPE, PA. FILED 7-7-1999. 


DIVERSITY GURU 


OWNER OF U.S. REG. NOS. 1,663,675, 2,211,752 AND OTH- 
ERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“‘DIVERSITY”’, APART FROM THE MARK AS SHOWN. 

FOR PERSONNEL MANAGEMENT CONSULTATION; PER- 
SONNEL MANAGEMENT CONSULTATION IN THE NATURE 
OF EMPLOYEE REVIEW SERVICES, NAMELY EVALUATING 
EMPLOYERS AND EMPLOYEES ON MANAGING, VALUING 
AND LEVERAGING A DIVERSE WORKPLACE AND CON- 
SULTING RELATED THERETO, CONSULTATION IN THE 
FIELD OF HUMAN FACTORS ENGINEERING IN THE WORK- 
PLACE (U.S. CLS. 100, 101 AND 102). 
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SN 75-747,442. WEIDER PUBLICATIONS, 
HILLS, CA. FILED 7-2-1999. 


INC., WOODLAND 


FIT FOR LIFE RESPONSE 
PAK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
““RESPONSE PAK", APART FROM THE MARK AS SHOWN. 

FOR DIRECT MAIL ADVERTISING SERVICES AND MAR- 
KETING AND PROMOTIONAL SERVICES, NAMELY MAR- 
KETING AND PROMOTING THE GOODS AND SERVICES OF 
OTHERS BY DISSEMINATION OF COUPONS, BROCHURES 
AND DIRECT MAIL ADVERTISING PIECES (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 4-27-1999; IN COMMERCE 4-27-1999. 


SN 75-750,630. J. MOSIER ENTERPRISES, INC., LONDON, OH. 
FILED 7-14-1999. 


SPORTS FAN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
‘““SPORTS"’, APART FROM THE MARK AS SHOWN. 

FOR ON-LINE AND DIRECT, RETAIL AND WHOLESALE 
SERVICES FEATURING GREETING CARDS, TRADING CARDS, 
DRINKING CUPS, MUGS, STUFFED ANIMALS, AND ADHESIVE 
STICKERS FEATURING SPORTS THEMES (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 12-0-1997; IN COMMERCE 12-0-1997. 


SN 75-754,769. WORLD VARIETY PRODUCE, INC., VERNON, 
CA. FILED 7-12-1999. 


CUSTOMER CARE 


FOR DISSEMINATION OF ADVERTISING MATTER IN THE 
FIELD OF THE RETAIL PRODUCE INDUSTRY REGARDING 
THE HANDLING AND MAINTENANCE OF FRESH FRUITS AND 
VEGETABLES; BUSINESS MARKETING CONSULTING SERV- 
ICES PROVIDED TO THE RETAIL PRODUCE INDUSTRY RE- 
GARDING THE HANDLING AND MAINTENANCE OF FRESH 
FRUITS AND VEGETABLES; PROMOTING THE RETAIL 
PRODUCE INDUSTRY THROUGH THE DISTRIBUTION OF 
PRINTED MATERIAL REGARDING THE HANDLING AND 
MAINTENANCE OF FRESH FRUITS AND VEGETABLES (U.S. 
CLS. 100, 101 AND 102). 
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SN 75-758,394 
7-23-1999. 


IVELICH, SANDY, BERKELEY, CA. FILED 


BlueSky Western 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“WESTERN”’, APART FROM THE MARK AS SHOWN. 

THE DRAWING IS LINED FOR THE COLOR(S) BLUE. 

FOR RETAIL STORES, ONLINE RETAIL STORE SERVICES, 
AND MAIL ORDER CATALOG SERVICES FEATURING WEST- 
ERN LIFESTYLE PRODUCTS (U.S. CLS. 100, 101 AND 102). 


SN 75-768,699. GROOVETONEMUSIC.COM, INC., NASHVILLE, 
TN. FILED 8-6-1999. 


GROOVETONEMUSIC.COM 


FOR ON-LINE RETAIL STORE SERVICES FEATURING MUSI- 
CAL RECORDINGS (U.S. CLS. 100, 101 AND 102). 


SN 75-772,515. VIETEN, MICHAEL J., PRINCETON, NJ. FILED 
8-10-1999. 


PRICECONNECT.COM 


FOR COMPUTERIZED ON-LINE ORDERING SERVICES IN 
THE FIELDS OF AUTOMOBILES, BOOKS, ELECTRONICS AND 
COMPUTER EQUIPMENT; AND ON-LINE AUCTION SERVICES 
(U.S. CLS. 100, 101 AND 102). 


SN 75-774,083. HEJAZI, SASSAN, DBA KNOWLEDGEWARE 
SYSTEMS GROUP, DOWNINGTOWN, PA. FILED 8-12-1999. 


MANAGEMENT @ WORK 


FOR CONSULTING SERVICES FOR BUSINESS MANAGE- 
MENT (U.S. CLS. 100, 101 AND 102). 
FIRST USE 1-1-1997; IN COMMERCE 1-1-1997. 
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SN 75-786,577. NEW YORK BABY, INC., NEW YORK, NY. 
FILED 8-27-1999. 


URBAN BABY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**BABY”’’, APART FROM THE MARK AS SHOWN. 

FOR PROMOTING THE GOODS AND SERVICES OF OTHERS 
BY PREPARING AND PLACING ADVERTISEMENTS IN AN 
ELECTRONIC MAGAZINE ACCESSED THROUGH A GLOBAL 
COMPUTER NETWORK; ON-LINE RETAIL STORE SERVICES 
FEATURING BABY CLOTHING, FURNITURE, AND OTHER 
BABY AND CHILD RELATED PRODUCTS; DISCOUNT COU- 
PONS IN THE FIELD OF BABY CLOTHING, FURNITURE, AND 
OTHER BABY AND CHILD RELATED PRODUCTS PROVIDED 
VIA AN ON-LINE COMPUTER NETWORK (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 8-1-1999; IN COMMERCE 8-1-1999. 


SN 75-788,916. STEPSTONE ASA, OSLO, NORWAY, BY 
CHANGE OF NAME JOBSHOP ASA, 0183 OSLO, NORWAY, 
FILED 8-31-1999. 


STEPSTONE 


FOR PROVIDING INFORMATION IN THE FIELDS OF RE- 
CRUITMENT, EMPLOYMENT, CAREER DEVELOPMENT, AND 
RESUME CREATION; DISSEMINATION OF ADVERTISING FOR 
OTHERS VIA AN ON-LINE ELECTRONIC COMMUNICATIONS 
NETWORK; EMPLOYMENT AGENCY SERVICES (U.S. CLS. 100, 
101 AND 102). 


SN 75-789,599. VESPRO LIFE SCIENCES, L.L.C., LENEXA, KS. 
FILED 9-1-1999. 


VESPRO 


THE ENGLISH TRANSLATION OF **VESPRO”’ IS **VESPER”’. 

FOR MAIL ORDER WHOLESALE AND RETAIL SERVICES 
FEATURING NUTRITIONAL SUPPLEMENTS (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 2-0-1997; IN COMMERCE 2-0-1997. 


SN 75-789,846. VIETEN, MICHAEL J., PRINCETON, NJ. FILED 
9-1-1999. 


PRICECONNECT 


FOR COMPUTERIZED ON-LINE ORDERING SERVICES IN 
THE FIELDS OF AUTOMOBILES, BOOKS, ELECTRONICS AND 
COMPUTER EQUIPMENT; AND ON-LINE AUCTION SERVICES 
(U.S. CLS. 100, 101 AND 102). 
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SN 75-790,491. EL&C INC., DAYTON, OH. FILED 9-28-1999. 


SAFARITRADER 


FOR ADVERTISING SERVICES, NAMELY PROVIDING AD- 
VERTISING SPACE ON INTERNET WEBSITES TO ENABLE 
USERS TO PLACE ADVERTISEMENTS FOR ITEMS THE USER 
DESIRES TO SELL, BUY OR BARTER AND TO ANNOUNCE 
PUBLIC EVENTS SUCH AS CITY FESTIVALS AND CONCERTS 
(U.S. CLS. 100, 101 AND 102). 


SN 75-791,049. HEARST COMMUNICATIONS, INC., NEW 
YORK, NY. FILED 9-2-1999. 


HOUSE BEAUTIFUL 


OWNER OF U.S. REG. NOS. 1,674,118, 1,978,869 AND OTH- 
ERS. 

FOR PROVIDING HOME SHOPPING SERVICES IN THE FIELD 
OF HOLIDAY GIFTS, CLOTHING, HOUSEWARES, KITCHEN 
WARES, DECORATIVE ACCESSORIES, OUTDOOR FURNITURE 
AND ACCESSORIES, SEASONAL GIFTS AND HOME REPAIR, 
BY MEANS OF TELEVISION OF TELEPHONE SHOP-AT-HOME 
SERVICES IN THE FIELD OF HOLIDAY GIFTS, CLOTHING, 
HOUSEWARES, KITCHEN WARES, DECORATIVE ACCES- 
SORIES, OUTDOOR FURNITURE AND ACCESSORIES, SEA- 
SONAL GIFTS AND HOME REPAIR (U.S. CLS. 100, 101 AND 
102). 


SN 75-799,015. EFACILITY.COM INC., LAKEWOOD, NJ. FILED 
9-14-1999. 


EFACILITY.COM 


FOR COMPUTERIZED ON-LINE RETAIL AND AUCTION 
SERVICES IN THE FIELD OF GOODS, NAMELY, PLUMBING, 
APPLIANCES, LIGHTING, DOORS, HARDWARE, HEATING, 
VENTILATION AND AIR-CONDITIONING EQUIPMENT, SECU- 
RITY AND SAFETY EQUIPMENT, AND SERVICES, NAMELY, 
PAYROLL, PEST CONTROL, PLUMBING, PAINTING, MOVING, 
DRAIN CLEANING, AND UTILITIES (U.S. CLS. 100, 101 AND 
102). 


SN 75-805,644. GRIZZARD COMMUNICATIONS GROUP, INC., 
NEW YORK, NY. BY MERGER GRIZZARD ADVERTISING, 
INC., LOS ANGELES, CA. FILED 9-21-1999. 


OUR MISSION IS YOUR 
MISSION 


FOR BUSINESS MARKETING AND DIRECT MAIL ADVER- 
TISING CONSULTING SERVICES (U.S. CLS. 100, 101 AND 102). 
FIRST USE 1-1-1996; IN COMMERCE 1-1-1997. 
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SN 75-808,562. MIKAL CORPORATION, THE, CINCINNATI, OH. 
FILED 9-27-1999. 


PRECEPTIONIST 


FOR EDUCATIONAL SERVICES IN THE NATURE OF TRAIN- 
ING AND EDUCATION OF CLIENTS’ EMPLOYEES IN TELE- 
MARKETING SERVICES, NAMELY POST-ACQUISITION, IN- 
BOUND CUSTOMER FOLLOW-UP AND ADD-ON SERVICES 
(U.S. CLS. 100, 101 AND 102). 

FIRST USE 2-0-1998; IN COMMERCE 2-0-1998. 


SN 75-810,589. PILLSBURY COMPANY, THE, MINNEAPOLIS, 
MN. FILED 10-22-1999. 


THE DOUGHBOY STORE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“STORE"’, APART FROM THE MARK AS SHOWN. 

FOR PROMOTING THE SALE OF FOOD PRODUCTS 
THROUGH THE ADMINISTRATION OF AN_ INCENTIVE 
AWARDS PROGRAM (U.S. CLS. 100, 101 AND 102). 


SN 75-811,202. WORLD WISE CO., GRAPEVINE, TX. FILED 
9-29-1999. 


99O0NLINE 


FOR RETAIL DEPARTMENT STORE SERVICES OFFERED BY 
MEANS OF A GLOBAL COMPUTER NETWORK (U.S. CLS. 100, 
101 AND 102). 


SN 75-813,102. BOHOCO, 
9-28-1999. 


INC. NEW YORK, NY. FILED 


BOHOCO 


FOR RETAIL SERVICES FEATURING RUGS, BEDDING, IRON 
AND STEEL SCULPTURES AND FURNITURE, ANTIQUE FUR- 
NITURE, CANDLES, BAMBOO PRODUCTS, LACE AND EM- 
BROIDERED FABRIC, TABLE CLOTHS, NAPKINS TASSELS 
RIBBONS, POTTERY (U.S. CLS. 100, 101 AND 102). 

FIRST USE 9-11-1999; IN COMMERCE 9-11-1999. 
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SN 75-816,286. TEEN CELIBACY, INC., PLANO, TX. FILED 
10-6--1999. 


ABSTINENCE MAKES THE 
HEART GROW FONDER 
TEEN CELIBACY, INC. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“*INC."", APART FROM THE MARK AS SHOWN. 

FOR RETAIL CLOTHING STORE SERVICES (U.S. CLS. 100, 
101 AND 102). 


SN 75-818,085. SUN KU KOREA CO., LTD., CHUNGRYANG- 
KU, SEOUL, REPUBLIC OF KOREA, FILED 10-8-1999. 


( (F)e7 Zed 
SUN KU KOREA CO., LTD. 


eS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“KOREA CO., LTD.", APART FROM THE MARK AS SHOWN. 

THE MARK CONSISTS IN PART OF STYLIZED LETTERS 
SK" AND A DESIGN OF THE SUN. 

THE FIRST KOREAN CHARACTER MEANS “‘CO., LTD.”” OR 
“CORPORATION” AND IS PRONOUNCED ‘“*CHU"’; THE NEXT 
KOREAN CHARACTER HAS NO MEANING AND IS PRO- 
NOUNCED “SUN KU"*; AND THE LAST KOREAN CHARACTER 
INCLUDES THE NAME OF THE NATION “KOREA”. 

FOR IMPORT/EXPORT AGENCIES; PROMOTING THE GOODS 
OF OTHERS, NAMELY, FALSE EYELASHES AND ADHESIVES 
THEREFOR, AND WIGS OR FALSE HAIR, BY DISSEMINATING 
ADVERTISING FOR OTHERS VIA AN ON-LINE ELECTRONIC 
COMMUNICATIONS NETWORK, DIRECT MAIL ADVERTISING 
AND PROVIDING LIVE DEMONSTRATIONS OF THE USE OF 
THE GOODS IN PUBLIC PLACES PROVIDING BUSINESS MAR- 
KETING CONSULTING SERVICES (U.S. CLS. 100, 101 AND 
102). 


SN 75-819,726. BLINDGIFT.COM, INC., SAN FRANCISCO, CA. 
FILED 10-5-1999. 


BLINDGIFT 


FOR COMPUTERIZED ON-LINE GIFT ORDERING SERVICE 
(U.S. CLS. 100, 101 AND 102). 
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SN 75-821,228. MATERIAL HANDLING INDUSTRY, CHAR- 
LOTTE, NC. FILED 10-12-1999. 


NA 


FOR ARRANGING AND CONDUCTING TRADE SHOWS IN 
THE FIELD OF MATERIAL HANDLING EQUIPMENT AND SYS- 
TEMS, SUCH AS MEZZANINES, AUTOMATED STORAGE/RE- 
TRIEVAL SYSTEMS, AUTOMATIC GUIDE SYSTEMS, CON- 
VEYORS, CRANES, HOISTS, INDUSTRIAL METAL CON- 
TAINERS, LIFTS, LOADING DOCK EQUIPMENT AND MONO- 
RAILS (U.S. CLS. 100, 101 AND 102). 


SN 75-822,697. CITADEL BROADCASTING COMPANY, LAS 
VEGAS, NV. FILED 10-13-1999. 


ANOTHER SAVE 


FOR PROMOTING THE GOODS AND SERVICES OF OTHERS 
BY DISTRIBUTING DISCOUNT COUPONS OVER AN ON-LINE 
COMPUTER NETWORK (U.S. CLS. 100, 101 AND 102). 

FIRST USE 8-1-1999; IN COMMERCE 8-1-1999. 


SN 75-823,922. TEXAR CORPORATION, KENNESAW, GA. 
FILED 10-18-1999. 


TOOLS FOR 
PROFESSIONALS 


OWNER OF U.S. REG. NOS. 
2,205,469. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“TOOLS”, APART FROM THE MARK AS SHOWN. 

SEC. 2(F). 

FOR RETAIL AND WHOLESALE STORE SERVICES AND 
MAIL ORDER CATALOG SERVICES ALL IN THE FIELD OF 
HAND TOOLS USED IN BUILDING CONSTRUCTION AND RE- 
PAIR, NAMELY AUTOMATIC TAPING TOOLS, DRYWALL 
BENCHES AND LIFTS, BRICK CUTTERS, TEXTURE BRUSHES, 
BULL FLOATS, CAULK GUNS, CARPENTER’S CHALK, 
MASON’ CHISELS, CIRCLE CUTTERS, CLAMPS, 
CORNERBEAD TOOLS, CORNER ROLLERS, STUD CRIMPERS, 
DARBYS, EDGERS, FLOATS, GLITTER, GLOVES, GROOVERS, 
GROUT BAGS, HAMMERS AND HATCHETS, HAWKS, JOINT- 
ERS, TAPING KNIVES, UTILITY KNIVES, TOOL BELTS AND 
POUCHES, LEVELS, LIFTERS, MEASURING TAPES. MIXERS, 
MUD PANS, CONCRETE PLACERS, METAL PUNCHES, RASPS, 
RIVET TOOLS, SANDERS, SAWS, SCAFFOLDS, SCRAPERS 
AND SCRATCHERS, SHOVELS, AVIATION SNIPS, SQUARES, 
STAPLERS, STILTS, STUD SHEARS, TAMPERS, TEXTURE 
GUNS, TEXTURE SPRAYERS, TEXTURE ROLLER COVERS, 
BRICK TONGS, TROWELS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 3-26-1990; IN COMMERCE 3-26-1990. 


1,803,935, 2,053,755 AND 
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SN 75-824,178. MICRO E.D.S., INC., NARBERTH, PA. FILED 
10-15-1999. 


QLEADS 


FOR MARKETING SUPPORT SERVICES FOR OTHERS IN 
THE NATURE OF FACILITATING COMMUNICATION BE- 
TWEEN A CLIENT, ITS SALES REPRESENTATIVES AND ITS 
CUSTOMERS, NAMELY THE CAPTURE, ROUTING, DELIVERY, 
TRACKING AND REPORTING OF CUSTOMER INTEREST, CUS- 
TOMER REQUESTS FOR INFORMATION AND CUSTOMER RE- 
QUESTS FOR PERSONAL CONTACT, USING A WIDE VARIETY 
OF METHODS, NAMELY, LEAD-CAPTURE CARDS, LEAD-CAP- 
TURE WEBSITES, EMAIL RESPONSES, INBOUND TELE- 
MARKETING, AND THE LIKE (U.S. CLS. 100, 101 AND 102). 

FIRST USE 5-17-1999; IN COMMERCE 5-17-1999. 


SN 75-824,180. MICRO E.D.S., INC., NARBERTH, PA. FILED 
10-15-1999. 


QCOMMDIRECT 


FOR MARKETING SUPPORT SERVICES FOR OTHERS IN 
THE NATURE OF FACILITATING COMMUNICATION BE- 
TWEEN CLIENTS, SALES REPRESENTATIVES AND CUS- 
TOMERS, NAMELY, CREATING CUSTOMIZED COMMUNICA- 
TIONS (LETTER, FAX OR EMAIL), WHICH ARE INITIATED 
BY A CLIENT AND SENT ON BEHALF OF A SALES REP- 
RESENTATIVE TO THE CLIENT’S CUSTOMERS THAT ARE 
SERVICED BY THAT SALES REPRESENTATIVE (U.S. CLS. 100, 
101 AND 102). 

FIRST USE 4-26-1999; IN COMMERCE 4-26-1999. 


SN 75-827,004. GRANZOW, INC., CHARLOTTE, NC. FILED 
10-20-1999. 


GRANZOW 


SEC. 2(F). 

FOR INDEPENDENT SALES REPRESENTATIVES IN THE 
FIELD OF INDUSTRIAL SUPPLIES (U.S. CLS. 100, 101 AND 
102). 

FIRST USE 8-29-1979; IN COMMERCE 8-29-1979. 


SN 75-830,800. NUCLEAR MANAGEMENT COMPANY, LLC, 
MILWAUKEE, WI. FILED 10-25-1999. 


NMC 


FOR OPERATION OF BUSINESSES FOR OTHERS, NAMELY, 
OPERATION OF NUCLEAR POWER PLANTS FOR OTHERS 
(U.S. CLS. 100, 101 AND 102). 
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SN 75-831,974. MCFARREN GROUP, INC., HARRISBURG, PA 
FILED 10-27-1999 


I-RAILS 


FOR PROMOTE SERVICES TO THE TOURIST, PASSENGER 
AND FREIGHT RAILROAD INDUSTRY, RAILROAD MUSEUMS 
AND RAILROAD-RELATED ACTIVITIES THROUGH THE DIS- 
TRIBUTION OF PRINTED AND AUDIO PROMOTIONAL MATE- 
RIALS; RENDER SALES PROMOTIONAL ADVICE; CONDUCT 
TRADE SHOWS IN THE FIELD OF RAILROAD SERVICES; RE- 
TAIL SALES OF RAILROAD-RELATED ITEMS, NAMELY RAIL- 
ROAD CONSTRUCTION MATERIALS, BOOKS, TOYS AND 
RAILROAD MODELS (U.S. CLS. 100, 101 AND 102) 

FIRST USE 9-29-1999; IN COMMERCE 9-29-1999 


SN 75-832,632. AVATERRA.COM, INC 
FILED 10-26-1999 


. SANTA CLARA, CA 


ADOBJECT 


FOR ONLINE COMPUTERIZED ADVERTISING SERVICES, 
NAMELY, PROVIDING AND PLACING ADVERTISING ICONS 
ON WEBSITES AND IN COMPUTER VIRTUAL WORLD ENVI- 
RONMENTS FOR OTHERS (U.S. CLS. 100, 101 AND 102). 


SN 75-835,665. NUCLEAR MANAGEMENT COMPANY, LLC, 
MILWAUKEE, WI. FILED 10-28-1999. 


nc’) 


FOR OPERATION OF BUSINESSES FOR OTHERS, NAMELY, 
OPERATION OF NUCLEAR POWER PLANTS FOR OTHERS 
(U.S. CLS. 100, 101 AND 102). 





SN 75-838,.852. GEORGE LITTLE MANAGEMENT, INC., WHITE 
PLAINS, NY. FILED 11-3-1999. 


EXERCISE YOUR 
EPRIVILEGES 


FOR BUSINESS INFORMATION AND TRANSACTIONAL 
SERVICES, NAMELY, PROVIDING RETAILERS AND SUP- 
PLIERS WITH BUSINESS DATA AND INFORMATION PER- 
TAINING TO PRODUCTS, SPECIFICATIONS AND LEADS (U.S. 
CLS. 100, 101 AND 102). 

FIRST USE 11-15-1999; IN COMMERCE 11-15-1999 
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SN 75-839,143. HANDTECH.COM, INC., 
1 1-2-1999 


AUSTIN, TX. FILED 


NETPRICE4U 


FOR ON-LINE ORDER SERVICES IN THE FIELD OF COM- 
PUTERS AND ACCESSORIES FOR MEMBER SALES REP- 
RESENTATIVES AND TECHNOLOGY CONSULTANTS (U.S. 
CLS. 100, 101 AND 102). 


SN 75-841,521. BEAU ST. JOHNS RAINBOW PRODUCTIONS, 
TAMPA, FL. FILED 11—S—1999. 


MISS NUDE EROTICA 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*““NUDE EROTICA’, APART FROM THE MARK AS SHOWN. 

FOR PROMOTING, ADVERTISING AND CONDUCTING 
ADULT BEAUTY PAGEANTS FOR OTHERS (U.S. CLS. 100, 101 
AND 102). 


SN 75-841,587. SPENCER GIFTS, INC.. EGG HARBOR TOWN- 
SHIP, NJ. FILED 11-S-—1999. 


SPIRITHALLOWEEN.COM 


FOR ADVERTISING SERVICES, NAMELY, PROVIDING ON- 
LINE INFORMATION IN THE FIELD OF HALLOWEEN COS- 
TUMES AND PARTY SUPPLIES FOR THE PURPOSE OF PRO- 
MOTING BUSINESS OPPORTUNITIES IN THE FIELD OF HAL- 
LOWEEN RETAIL STORES (U.S. CLS. 100, 101 AND 102). 


SN 75-842,696. MSI 
11-8-1999. 


MUSIC CORP., MIAMI, FL. FILED 


MSI MUSIC 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**MUSIC”’, APART FROM THE MARK AS SHOWN. 

FOR WHOLESALE DISTRIBUTORSHIP SERVICES FEA- 
TURING PRE-RECORDED COMPACT DISCS FEATURING 
MUSIC; BUSINESS SERVICES FOR ONLINE RETAILERS IN 
THE FIELD OF MUSICAL SOUND RECORDINGS, NAMELY, 
PRODUCT ORDER FULFILLMENT SERVICES FOR THIRD PAR- 
TIES IN THE NATURE OF PACKAGING AND SENDING PRE- 
RECORDED COMPACT DISCS FEATURING MUSIC TO THE 
CUSTOMERS OF ONLINE RETAILERS (U.S. CLS. 100, 101 AND 
102). 

FIRST USE 4-8-1999; IN COMMERCE 4-8-1999. 
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SN  75-842,928. PINNACLE COMMUNICATIONS _ INTER- 
NATIONAL, INC., JACKSONVILLE, FL. FILED 11-8-1999. 


PINNACLE 


FOR PROMOTING THE GOODS AND SERVICES OF OTHERS 
BY MEANS OF AN ON-LINE SHOPPING MALL PROMOTED 
THROUGH MULTI-LEVEL MARKETING (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 6-15-1999; IN COMMERCE 6-15-1999. 


SN  75-842,930. PINNACLE COMMUNICATIONS _ INTER- 
NATIONAL, INC., JACKSONVILLE, FL. FILED 11-8-1999. 


THE LINING IN THE DRAWING IS CLAIMED AS A FEATURE 
OF THE MARK AND DOES NOT REPRESENT COLOR. 

FOR PROMOTING THE GOODS AND SERVICES OF OTHERS 
BY MEANS OF AN ON-LINE SHOPPING MALL PROMOTED 
THROUGH MULTI-LEVEL MARKETING (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 6-15-1999; IN COMMERCE 6-15-1999. 


SN  75-842,931. PINNACLE COMMUNICATIONS _ INTER- 
NATIONAL, INC., JACKSONVILLE, FL. FILED 11-8—1999. 


NETECOM 


FOR PROMOTING THE GOODS AND SERVICES OF OTHERS 
BY MEANS OF AN ON-LINE SHOPPING MALL PROMOTED 
THROUGH MULTI-LEVEL MARKETING (U.S. CLS. 100, 101 
AND 102). 


SN 75-842,932. PINNACLE COMMUNICATIONS _ INTER- 
NATIONAL, INC., JACKSONVILLE, FL. FILED 11-8-1999. 


CYBERNET 


FOR PROMOTING THE GOODS AND SERVICES OF OTHERS 
BY MEANS OF AN ON-LINE SHOPPING MALL PROMOTED 
THROUGH MULTI-LEVEL MARKETING (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 6-15-1999; IN COMMERCE 6-15-1999. 
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SN 75-843,472. HOLIDAY HAM COMPANY AND SPECIALTY 
MEATS INC., OVERLAND PARK, KS. FILED 1 1-8-1999. 


HOME SWEET HAMS 


FOR MAIL ORDER, RETAIL STORE AND RETAIL ON-LINE 
SERVICES FEATURING HAMS, TURKEYS AND GOURMET 
FOODS (U.S. CLS. 100, 101 AND 102). 


SN 75-843,684. FORD MOTOR COMPANY, DEARBORN, MI. 
FILED 11-8-1999. 


CONSUMER CONNECT 


FOR PROMOTING THE SALE OF GOODS AND SERVICES 
OF OTHERS BY - DISSEMINATION OF PROMOTIONAL MATE- 
RIAL THROUGH AN ONLINE GLOBAL COMPUTER NETWORK, 
THROUGH THE DISTRIBUTION OF PRINTED MATERIAL, 
AUDIO AND VIDEO TAPES, TELEVISION AND RADIO BROAD- 
CASTS, AND PROMOTIONAL CONTESTS; CUSTOMER LOY- 
ALTY PROGRAMS; DEALER EXCELLENCE RECOGNITION 
AWARDS; ADVERTISING AND BUSINESS IN THE FIELD OF 
MOTOR VEHICLES AND RELATED GOODS AND SERVICES; 
MOTOR VEHICLE DEALERSHIP SERVICES; RETAIL SERVICES 
IN THE FIELDS OF AUTOMOTIVE PARTS AND ACCESSORIES, 
ENTERTAINMENT, EDUCATION, TRAVEL, CLOTHING AND 
RELATED ITEMS; ONLINE SALES OF VEHICLES, VEHICLE 
PARTS AND SERVICE, ONLINE FINANCING OF VEHICLES, 
ONLINE ORDERING OF VEHICLES TO THE PURCHASER’S 
SPECIFICATIONS, ONLINE DELIVERY OF INFORMATION RE- 
LATING TO VEHICLES, PURCHASING, ORDERING, BUSINESS 
AND ADVERTISING, CUSTOMER SERVICE, AND CUSTOMER 
RELATIONSHIP © MANAGEMENT; DEVELOPMENT OF 
WEBSITES IN THE FIELDS OF MOTOR VEHICLES, ONLINE 
SALES OF VEHICLES, VEHICLE PARTS AND SERVICE, ON- 
LINE FINANCING OF VEHICLES, ONLINE ORDERING OF VE- 
HICLES TO THE PURCHASER’S SPECIFICATIONS, ONLINE DE- 
LIVERY OF INFORMATION RELATING TO VEHICLES, PUR- 
CHASING, ORDERING, BUSINESS AND ADVERTISING, CUS- 
TOMER SERVICE, AND CUSTOMER RELATIONSHIP MANAGE- 
MENT (U.S. CLS. 100, 101 AND 102). 


SN 75-849,114. MEGA- 1 NETWORK, INC, SILVER SPRING, 
MD. FILED 11-16-1999. 


Skin - é -Cite 


THE DRAWING IS LINED FOR THE COLOR(S) RED. 

FOR DISSEMINATION OF ADVERTISING AND MARKETING 
MATTER IN THE FIELD OF SKIN CARE PRODUCTS AND 
HEALTH AND BEAUTY PRODUCTS (U.S. CLS. 100, 101 AND 
102). 





TM 222 


CLASS 35—(Continued). 


SN 75-849,.437. JENNINGS, TIMOTHY N., CAVE CREEK, AZ. 
FILED 11-16-1999 


T J PLUS 


FOR RETAIL STORE SERVICES AND ON-LINE RETAIL 
STORE SERVICES FEATURING HEALTH, HOUSEHOLD AND 
SPECIALTY PRODUCTS, NAMELY, VEGETABLE JUICERS, 
COMMERCIAL JUICERS, WHEATGRASS JUICERS, BLENDERS, 
COFFEE MAKERS, CAPPUCCINO AND ESPRESSO MAKERS, 
FOOD DEHYDRATORS, COFFEE GRINDERS, GRAIN MILLS, 
BOOKS RELATING TO HEALTH, FOOD, JUICE AND FOOD 
PREPARATION, BREAD MAKERS, RICE COOKERS, TOASTERS, 
DEEP FRYERS, SOYMILK MAKERS, GRILLING MACHINES DE- 
VICES, AND ICE SHAVERS (U.S. CLS. 100, 101 AND 102) 

FIRST USE 1-1-1997; IN COMMERCE 1-1-1997. 


SN 75-854,241. ROLER DATA INC., MISSISSAUGA, ONTARIO 
LAW 1A7, CANADA, FILED 11-19-1999. 


ROLER 


FOR PREPARING AND DISTRIBUTING CASH-FLOW, TIME- 
SENSITIVE DOCUMENTS IN PRINTED AND COMPUTER 
READABLE FORMATS FROM DATA SUPPLIED BY OTHERS 
(U.S. CLS. 100, 101 AND 102). 

FIRST USE 1-0-1998; IN COMMERCE 1-0-1998. 


SN 75-860,817. EMPLOYEEMATTERS, INC., STAMFORD, CT 
BY CHANGE OF NAME ESOURCEONE, INC., STAMFORD, 
CT. FILED 11-30-1999. 


EMPLOYEEMATTERS 


FOR ARRANGING AND CONDUCTING BUSINESS CON- 
FERENCES; DISSEMINATION OF ADVERTISING FOR OTHERS 
VIA AN ON-LINE ELECTRONIC COMMUNICATIONS NET- 
WORK; BUSINESS MANAGEMENT SERVICES; BUSINESS IN- 
FORMATION SERVICES IN THE FIELDS OF EMPLOYEE BENE- 
FITS, HEALTH CARE AND DISABILITY PLANS, INSURANCE, 
HUMAN RESOURCES, PAYROLL PLANS, RETIREMENT PLANS 
AND TAX MATTERS; HEALTH CARE UTILIZATION AND RE- 
VIEW SERVICES; REFERRAL SERVICES IN THE FIELDS OF 
BUSINESS INSURANCE, FINANCIAL SERVICES, PAYROLL 
AND TAX ADMINISTRATION, AND EMPLOYEE SERVICES, 
PERSONNEL MANAGEMENT SERVICES, NAMELY, EMPLOYEE 
PAYROLL SERVICES; EMPLOYEE ADMINISTRATION AND 
PAYROLL ADMINISTRATION SERVICES, ALL FOR OTHERS 
BUSINESSES AND THEIR EMPLOYEES VIA A GLOBAL COM- 
PUTER NETWORK (U.S. CLS. 100, 101 AND 102). 

FIRST USE 12-20-1999; IN COMMERCE 12-20-1999. 
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SN 75-862,241. SQUARE CO., LTD.. TOKYO, JAPAN, FILED 
12-2-1999 


FINAL FANTASY 


FOR ON-LINE ORDERING SERVICES FEATURING A WIDE 
VARIETY OF GOODS; PRODUCT MERCHANDISING VIA A 
GLOBAL COMPUTER NETWORK; PROMOTING THE GOODS 
AND SERVICES OF OTHERS BY PREPARING AND PLACING 
ADVERTISEMENTS IN AN _ ELECTRONIC MAGAZINE 
ACCESSED THROUGH A GLOBAL COMPUTER NETWORK 
(U.S. CLS. 100, 101 AND 102). 


SN 75-862,676. DSA COMMUNITY PUBLISHING, LLC, MEL- 
VILLE, NY. FILED 12-3-1999. 


DSA COMMUNITY 
PUBLISHING 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“COMMUNITY PUBLISHING’, APART FROM THE MARK AS 
SHOWN. 

FOR DISTRIBUTORSHIPS THE FIELD OF PUBLICATIONS, 
NAMELY, NEWSPAPERS AND MAGAZINES (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 2-11-1999; IN COMMERCE 2-11-1999. 


SN 75~-864,997. LECHTERS, INC., HARRISON, NJ. 
12-6-1999. 


FILED 


FAMOUS BRANDS 
HOUSEWARES OUTLET 


OWNER OF U.S. REG. NOS. 1,693,827 AND 2,068,112. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“HOUSEWARES OUTLET’, APART FROM THE MARK AS 
SHOWN. 

SEC. 2(F). 

FOR RETAIL OUTLET SERVICES IN THE FIELD OF 
HOUSEWARES, GIFTWARES, KITCHENWARES, KITCHEN 
TEXTILES, AND GLASSWARES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 5-1-1990; IN COMMERCE 5-1-1990. 


SN 75-868,430. PEARLDIVER LTD.. NEW YORK, NY. FILED 
12-10-1999. 


WEBDIVING 


FOR DISSEMINATION OF ADVERTISING AND CONSUMER 
PROFILING SERVICES FOR OTHERS VIA THE GLOBAL COM- 
PUTER NETWORK (U.S. CLS. 100, 101 AND 102). 

FIRST USE 11-15-1998; IN COMMERCE 11-15-1998. 
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SN 75-874,100. WEISS, 
12-17-1999. 


HALI, NEW YORK, NY. FILED 


REMEMBRANCE PLACE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**REMEMBRANCE”’, APART FROM THE MARK AS SHOWN. 

FOR ON-LINE RETAIL AND MAIL ORDER SERVICES FEA- 
TURING GIFTS AND MEMORIALS IN CONNECTION WITH THE 
DECEASED (U.S. CLS. 100, 101 AND 102). 


SN 75-874,424. ABC INVESTMENT CORP., WILMINGTON, DE. 
FILED 12-17-1999. 


VIDEO YESTERYEAR 


OWNER OF U.S. REG. NO. 1,150,258. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**VIDEO"’, APART FROM THE MARK AS SHOWN. 

FOR ELECTRONIC RETAILING SERVICES VIA A GLOBAL 
COMPUTER INFORMATION NETWORK FEATURING OLD 
TIME MOVIES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 7-15-1999; IN COMMERCE 7-15-1999. 


SN 75-874,624. ABC INVESTMENT CORP., WILMINGTON, DE. 
FILED 12-17-1999. 


VIDEO YESTERYEAR.COM 


OWNER OF U.S. REG. NO. 1,150,258. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**VIDEO"’, APART FROM THE MARK AS SHOWN. 

FOR ELECTRONIC RETAILING SERVICES VIA A GLOBAL 
COMPUTER INFORMATION NETWORK FEATURING OLD 
TIME MOVIES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 7-15-1999; IN COMMERCE 7-15-1999. 
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SN 75-878,703. TDH MARKETING COMMUNICATIONS, INC., 
DAYTON, OH. FILED 12-23-1999. 


THE STIPPLING SHOWN IN THE DRAWING IS A COMPO- 
NENT OF THE DESIGN AND FEATURE OF THE MARK AND 
IS NOT INTENDED TO INDICATE COLOR OR SHADING. 

FOR ON-LINE RETAIL AND WHOLESALE STORE AND ON- 
LINE ORDERING SERVICES FEATURING CALENDARS, POST- 
ERS, ORIGINAL ARTWORK, CLOTHING AND APPAREL, 
NAMELY, T-SHIRTS, SWEATSHIRTS, BALL CAPS, STA- 
TIONERY, GREETING CARDS, NOTEPADS, EDUCATIONAL 
AND PERSONAL DEVELOPMENT SELF-HELP PUBLICATIONS, 
CRAFTS, COLLECTIBLES, SUNDRIES, PROMOTIONAL ITEMS, 
GIFT BAGS, WRAPPING PAPER, PACKAGING, STICKERS, DE- 
CALS, TRANSFERS, MISCELLANEOUS PRINTED MATERIALS, 
TOYS, EDUCATIONAL ITEMS, PET ACCESSORIES, FICTIONAL 
WORKS, SHORT STORIES, COMICS, CARTOONS, CHAR- 
ACTERS, CARICATURES, AND STUFFED DOLLS; DIRECT 
MAIL SOLICITATIONS AND ADVERTISEMENT PLACEMENTS 
BY MEANS OF A GLOBAL COMPUTER NETWORK AS WELL 
AS CATALOGS, PERIODICALS AND POSTCARDS, AND DIS- 
SEMINATION OF ADVERTISING VIA AN ON-LINE ELEC- 
TRONIC COMMUNICATIONS NETWORK (U.S. CLS. 100, 101 
AND 102). 


SN 75-881,716. GREENWALD, SHEIRA, MORRISTOWN, NJ. 
FILED 12-27-1999. 


WHERE YOUR EXPERIENCE 
COUNTS 


FOR PROVIDING A WEBSITE ON A GLOBAL COMPUTER 
NETWORK FOR POSTING FEEDBACK REPORTS COM- 
MENTING ON GOODS AND SERVICES OFFERED BY OTHERS 
(U.S. CLS. 100, 101 AND 102). 
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SN 75-881,887. PREMIER HR SOLUTIONS, INC., AUSTIN, TX. 
FILED 12-27-1999. 


PREMIERHR 


FOR PERSONNEL MANAGEMENT CONSULTATION, NAME- 
LY, CONSULTATION ON SAP IMPLEMENTATION IN THE 
FIELD OF HUMAN RESOURCES AND PERSONNEL ADMINIS- 
TRATION (U.S. CLS. 100, 101 AND 102). 

FIRST USE 9-1-1999; IN COMMERCE 9-1-1999. 


SN 75-882,172. KRAFT FOODS HOLDINGS, INC., NORTHFIELD, 
IL. FILED 12-28-1999. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
““RESTAURANT GROUP”’’, APART FROM THE MARK AS 
SHOWN. 

THE STIPPLING IN THE DRAWING IS A FEATURE OF THE 
MARK AND IS NOT INTENDED TO INDICATE COLOR. 

FOR RESTAURANT FRANCHISE SERVICES (U.S. CLS. 100, 
101 AND 102). 


SN 75-897,145. BUDGET MARKETING, INC., DES MOINES, IA. 
FILED 1-14-2000. 


MAGSTOGO 


FOR MARKETING SERVICES, NAMELY, PROMOTING THE 
GOODS AND SERVICES OF OTHERS THROUGH GLOBAL 
COMPUTER NETWORK COMMERCE, NAMELY, PROVIDING 
ON-LINE ORDERING SERVICES; THE DISTRIBUTION OF 
PRINTED MATERIALS, DIRECT MAIL; BY PREPARING AND 
PLACING ADVERTISEMENTS ON SITES ON A GLOBAL COM- 
PUTER NETWORK AND BY TELEMARKETING (U.S. CLS. 100, 
101 AND 102). 

FIRST USE 10-31-1998; IN COMMERCE 10-31-1998. 
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SN 75-908,177. HIGH ROAD COMMUNICATIONS, INC., OT- 
TAWA , ONTARIO KIY 4S1, CANADA, FILED 2-2-2000. 


FOR PUBLIC RELATIONS AND MEDIA RELATIONS CON- 
SULTING SERVICES (U.S. CLS. 100, 101 AND 102). 
FIRST USE 8-0-1996; IN COMMERCE 12-0-1996. 


SN 75-911,770. SCHEDULE ME, INC., CHICAGO, IL. FILED 
2-8-2000. 


SCHEDULE ME MD 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“SCHEDULE*” OR ‘‘MD"’’, APART FROM THE MARK AS 
SHOWN. 

FOR SCHEDULING AND TIME MANAGING SERVICES REN- 
DERED BY MEANS OF A GLOBAL COMPUTER INFORMATION 
NETWORK, SPECIFICALLY OFFERING USERS IN THE MED- 
ICAL FIELD THE ABILITY TO SCHEDULE PATIENT APPOINT- 
MENTS (U.S. CLS. 100, 101 AND 102). 


SN 75-913,890. ICOMS, INC., NASHUA, NH. FILED 2-9-2000. 


ICOMS 


FOR BUSINESS SERVICES, NAMELY, COMPUTERIZED ON- 
LINE ORDER MANAGEMENT AND PROCESSING AND PAY- 
MENT PROCESSING FOR MERCHANTS (U.S. CLS. 100, 101 
AND 102). . 

FIRST USE 8-0-1998; IN COMMERCE 8-0-1998. 
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SN 75-924,123. HOTJOBS.COM, LTD., NEW YORK, NY. FILED 
2-22-2000. 


IPO ROW 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**IPO’’", APART FROM THE MARK AS SHOWN. 

FOR CAREER PLACEMENT AND EMPLOYEE RECRUITING 
SERVICES; PROVIDING INFORMATION AT JOB FAIRS RE- 
GARDING EMPLOYMENT AND CAREER OPPORTUNITIES; ON- 
LINE INFORMATION SERVICES, NAMELY, PROVIDING A 
WEB SITE IN THE FIELD OF EMPLOYMENT OPPORTUNITIES. 
CAREER PLACEMENT, AND THE HIRING PROCESS (U.S. CLS. 
100, 101 AND 102). 

FIRST USE 9-18-1999; IN COMMERCE 9-18-1999 


SN 75-926,831. TEAM MARKETING ALLIANCE, L.L.C., MOUND 
RIDGE, KS. FILED 2-23-2000. 


TEAM MARKETING 
ALLIANCE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“MARKETING ALLIANCE’, APART FROM THE MARK AS 
SHOWN. 

FOR BUYING AND SELLING SERVICES, FOR OTHERS, OF 
AGRICULTURAL PRODUCTS, INCLUDING GRAIN; BUSINESS 
MARKETING CONSULTING SERVICES, NAMELY, DEVEL- 
OPING MARKETING PLANS FOR THE AGRICULTURAL PROD- 
UCTS OF FARMERS AND RANCHERS (U.S. CLS. 100, 101 AND 
102) 


SN 75-929,487. GENERAL ELECTRIC COMPANY, SCHENEC- 
TADY, NY. FILED 2-28-2000. 


GE BUSINESS 
MARKETPLACE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**BUSINESS MARKETPLACE”, APART FROM THE MARK AS 
SHOWN. 

FOR ELECTRONIC COMMERCE SERVICES FURNISHED TO 
AUTHORIZED COMPANIES AND THEIR EMPLOYEES RELAT- 
ING TO THEIR PURCHASE AND SALE OF DIVERSE GOODS 
AND SERVICES (U.S. CLS. 100, 101 AND 102). 


SN 75-929,789. HARTFORD FIRE 
HARTFORD, CT. FILED 2-28-2000 


INSURANCE COMPANY, 


SPECIAL DELIVERY 
BILLING 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**BILLING’’, APART FROM THE MARK AS SHOWN 

FOR ELECTRONIC INSURANCE BILLING SERVICES (U.S. 
CLS. 100, 101 AND 102). 

FIRST USE 4-14-1997, IN COMMERCE 4-14-1997. 
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SN 75-930,485. KING POLLO DISTRIBUTORS, INC., POMONA, 
CA. FILED 2-14-2000. 


DISTRIBUTORS. INC. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**POLLO"’, APART FROM THE MARK AS SHOWN. 

THE MARK CONSISTS IN PART OF THE FANCIFUL DESIGN 
OF A CHICKEN. 

THE ENGLISH TRANSLATION OF THE WORD **POLLO” IS 
““CHICKEN”’. 

FOR DISTRIBUTORSHIP SERVICES IN THE FIELD OF POUL- 
TRY AND OTHER MEAT (U.S. CLS. 100, 101 AND 102). 


SN 75-931,270. OMNI EXPRESS TEMPS, CARLSBAD, CA. FILED 
2-29-2000. 


MARQUEE STAFFING 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“STAFFING”, APART FROM THE MARK AS SHOWN. 

FOR EMPLOYMENT AGENCY SERVICES, NAMELY, RE- 
CRUITING AND STAFFING SERVICES IN PLACING ADMINIS- 
TRATIVE, LEGAL, CLERICAL, ACCOUNTING, TECHNICAL, 
AND PRODUCTION PERSONNEL ON A TEMPORARY AND 
PERMANENT BASIS (U.S. CLS. 100, 101 AND 102). 


SN 75-932,085. CAMBRIDGESOFT CORPORATION, CAM- 
BRIDGE, MA. FILED 2-7-2000. 


CAMBRIDGESOFT 


FOR PROVIDING ON-LINE ORDERING SERVICES (U.S. CLS. 
100, 101 AND 102). 
FIRST USE 12-31-1994; IN COMMERCE 12-31-1994. 


SN 75-942,359. PETERSON, DAVID, N. BILLERICA, MA. FILED 
3-13-2000. 


ANY-PART.COM 


FOR PROCUREMENT SERVICES FOR OTHERS, NAMELY, 
BUSINESS TO BUSINESS PROCUREMENT SERVICES PUR- 
CHASING A WIDE RANGE OF MANUFACTURED PRODUCTS 
FOR OTHERS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 2-21-1999; IN COMMERCE 2-21-1999. 
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SN 75-942,997. MALJACK PRODUCTIONS, 
PARK, IL. FILED 3-13-2000. 


INC., ORLAND 


MPI NETWORKS 


OWNER OF U.S. REG. NOS. 
2,014,250. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**NETWORKS”’, APART FROM THE MARK AS SHOWN. 

FOR LICENSING REPRODUCTION RIGHTS OF MOVIE CLIPS 
AND IMAGES TO OTHERS OVER THE INTERNET (U.S. CLS. 
100, 101 AND 102). 


1,360,210, 1,759,601 AND 


SN 75-943,053. KEY RISK MANAGEMENT SERVICES, INC., 
GREENSBORO, NC. FILED 3-13-2000. 


KEYCARE 


FOR PROVIDING SALES REPRESENTATIVES TO INSUR- 
ANCE UNDERWRITING COMPANIES (U.S. CLS. 100, 101 AND 
102). 


SN 76-003,740. IWEAR CORP., RANCHO SANTA MARGARITA, 
CA. FILED 3-20-2000. 


MENSELECT 


FOR COMPUTERIZED, ONLINE RETAIL SERVICES IN THE 
FIELD OF CLOTHING (U.S. CLS. 100, 101 AND 102). 


SN 76-006,212. FLORISTS’ TRANSWORLD DELIVERY, INC., 
DOWNERS GROVE, IL. FILED 3-21-2000. 


GIFT 


creations by FTD 


OWNER OF U.S. REG. NOS. 2,170,061, 2,249,174 AND OTH- 
ERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“GIFT”, APART FROM THE MARK AS SHOWN. 

FOR MAIL ORDER SERVICES FEATURING GIFTS AND FLO- 
RAL ARRANGEMENTS AVAILABLE VIA TELEPHONE AND 
GLOBAL COMPUTER NETWORK (U.S. CLS. 100, 101 AND 102). 
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SN 76-006,642. CURRENT USA, INC., NORTH MANKATO, MN. 
FILED 3-22-2000. 


TIMES TO CHERISH 


FOR MAIL ORDER CATALOG SERVICES FEATURING PROD- 
UCTS FOR SCRAPBOOKING, NAMELY, SCISSORS, CUTTING 
TOOLS, PUNCHES, DECORATIVE STICKERS, ALPHABET 
STICKERS, BORDER STICKERS, DIECUTS, STENCILS, PENS, 
ADHESIVES, PAPER, THEME KITS, HOW TO BOOKS, ORGA- 
NIZERS AND SCRAPBOOKING CALENDARS (U.S. CLS. 100, 
101 AND 102). 

FIRST USE 5-3-2000; IN COMMERCE 5-3-2000. 


SN 76-007,383. RMI.NET, INC., DENVER, CO. FILED 3-23-2000. 


ADADAPT 


FOR ADVERTISING MANAGEMENT SERVICES FOR OTH- 
ERS, NAMELY MANAGING, TARGETING, TRACKING AND RE- 
PORTING ADVERTISING AND ADVERTISING CAMPAIGNS 
(U.S. CLS. 100, 101 AND 102). 

FIRST USE 2-0-2000; IN COMMERCE 2-0-2000. 


SN 76-008,164. HARLIN DIAMONDS, INC., 
FILED 3-23-2000. 


ATLANTA, GA. 


HARLIN DIAMONDS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*‘DIAMONDS"’, APART FROM THE MARK AS SHOWN. 

FOR WHOLESALE JEWELRY STORE SERVICES AND RE- 
TAIL JEWELRY STORE SERVICES (U.S. CLS. 100, 101 AND 
102). 

FIRST USE 3-20-1989; IN COMMERCE 3-20-1989. 


SN 76-009,100. KIRCHENBAUER, MARK, SAN JOSE, CA. FILED 
3-24-2000. 


SITEVISIBLE 


FOR PROVIDING ADVERTISING SERVICES FOR OTHERS 
WHO ENGAGE IN ONLINE COMMERCE, NAMELY, PRE- 
PARING AND DISSEMINATING ADVERTISEMENTS VIA AN 
ONLINE ELECTRONIC COMMUNICATIONS NETWORK; AND 
PROVIDING ADVERTISING CONSULTING AND BUSINESS 
MARKETING AND PROMOTION CONSULTING SERVICES TO 
THOSE WHO ENGAGE IN ONLINE COMMERCE (U.S. CLS. 100, 
101 AND 102). 

FIRST USE 1-20-2000; IN COMMERCE 2-16-2000. 
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SN 76-009,631. COOPER ELECTRIC SUPPLY COMPANY, 
TINTON FALLS, NJ. FILED 3-27-2000. 


SL 


FOR WHOLESALE DISTRIBUTORSHIP SERVICES FEA- 
TURING ELECTRICAL LIGHTING PRODUCTS AND RELATED 
ELECTRICAL EQUIPMENT AND SUPPLIES (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 3-1-2000; IN COMMERCE 3-1-2000. 


SN 76-009,678. RAFFLEPAGES.COM, INC., NEW YORK, NY. 
FILED 3-27-2000. 


RAFFLEPAGES 


FOR DIRECT MARKETING AND PROMOTION SERVICES 
FOR RETAIL OUTLETS USING RAFFLES ON THE INTERNET 
TO ATTRACT CONSUMERS (U.S. CLS. 100, 101 AND 102). 


SN 76-014,048. JP DAVIS & CO., PORTLAND, OR. FILED 
3-31-2000. 


[INTERNET:PRESS] 


FOR PROMOTING THE GOODS AND SERVICES OF OTHERS 
BY ARRANGING, CONDUCTING, HOLDING AND PROMOTING 
TRADE NETWORKING RECEPTIONS IN THE FIELD OF INFOR- 
MATION TECHNOLOGY (U.S. CLS. 100, 101 AND 102). 

FIRST USE 11-0—1996; IN COMMERCE 11-0-1996. 


SN 76-014,760. JP DAVIS & CO., PORTLAND, OR. FILED 
3-31-2000. 


SILICON NORTHWEST 


FOR PROMOTING THE GOODS AND SERVICES OF OTHERS 
BY ARRANGING, CONDUCTING, HOLDING AND PROMOTING 
TRADE NETWORKING RECEPTIONS IN THE FIELD OF INFOR- 
MATION TECHNOLOGY (U.S. CLS. 100, 101 AND 102). 

FIRST USE 11-0-1983,; IN COMMERCE 11-00-1983. 
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SN 76-018,438. WHITEHALL JEWELLERS, INC., CHICAGO, IL. 
FILED 4~—5--2000. 


WHITEHALL WISH 


OWNER OF U.S. REG. NOS. 1,184,693 AND 1,617,215. 
FOR RETAIL JEWELRY STORES (U.S. CLS. 100, 101 AND 
102). 


SN 76-020,372. ALIMENTE.COM, INC., MIAMI, 
4-6-2000. 


FL. FILED 


CONTAIN|X 


FOR PROVIDING ONLINE WHOLESALE DISTRIBUTORSHIPS 
SERVICES FEATURING FOOD AND SUPERMARKET PROD- 
UCTS (U.S. CLS. 100, 101 AND 102). 


SN 76-021,504. CHOICE MEDICAL, INC., LOUISVILLE, KY. 
FILED 4-10-2000. 


INTELLIORDER 


FOR ON-LINE PROCUREMENT AND INVENTORY MANAGE- 
MENT SERVICES FOR REQUISITIONING, TRACKING THE LO- 
CATION OF, MONITORING USE, AND AUTOMATICALLY CRE- 
ATING ELECTRONIC PURCHASE ORDERS TO SUPPLIERS 
WITH REGARD TO MEDICAL, SURGICAL AND HOSPITAL 
PRODUCTS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 11-0-1999,; IN COMMERCE 11-0-1999. 


SN 76-023,617. BADANCO ENTERPRISES, INC., TOTOWA, NJ. 
FILED 4-11-2000. 


LUGGAGEGUY 


FOR COMPUTERIZED ON-LINE RETAIL SERVICES IN THE 
FIELD OF LUGGAGE (U.S. CLS. 100, 101 AND 102). 
FIRST USE 2-8-2000; IN COMMERCE 2-8-2000. 


SN 76-023,987. SCHNEIDER, DAVID L., SAN DIEGO, CA. FILED 
4-13-2000. 


FRANCHISECITY 


FOR CONSULTING IN THE FIELD OF FRANCHISING, NAME- 
LY, OFFERING TECHNICAL ASSISTANCE IN THE ESTABLISH- 
MENT AND/OR OPERATION OF DIFFERENT FRANCHISES; RE- 
FERRALS IN THE FIELD OF FRANCHISING; COMPUTER SERV- 
ICES, NAMELY, PROVIDING ON-LINE COMPUTER DATABASE 
IN THE FIELD OF FRANCHISING VIA A GLOBAL COMPUTER 
NETWORK (U.S. CLS. 100, 101 AND 102). 
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SN 76-028,441. BEAUTYGATEWAY.COM, INC., PITTSBURGH, 
PA. FILED 4-18-2000. 


BEAUTYREWARDS 


FOR PROMOTING THE SALE OF GOODS AND SERVICES 
OF THE BEAUTY AND/OR SALON INDUSTRIES THROUGH 
THE ADMINISTRATION OF INCENTIVE REWARD PROGRAMS 
(U.S. CLS. 100, 101 AND 102). 


SN 76-031,344. NEVADA FEET, INC., SUFFERN, NY. FILED 
4-21-2000. 


WHERE THE 13TH PAIR IS 
FREE 


OWNER OF U.S. REG. NO. 1,644,032. 

FOR RETAIL STORE SERVICES FEATURING ATHLETIC 
CLOTHING AND FOOTWEAR (U.S. CLS. 100, 10! AND 102). 

FIRST USE 3-20-1989; IN COMMERCE 3-20-1989. 


SN 76~-032,515. MACK’S LURE MFG., INC., LEAVENWORTH, 
WA. FILED 4-24-2000. 


WALLEYE CAFE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*““WALLEYE”’. APART FROM THE MARK AS SHOWN. 

FOR RETAIL STORE SERVICES FEATURING FISHING 
LURES, FISHING EQUIPMENT, AND CLOTHING (U.S. CLS. 100, 
101 AND 102). 

FIRST USE 3-10-2000; IN COMMERCE 3-21-2000. 


SN 76-032,543. 
4-24-2000. 


EMPLOYOCITY, HOUSTON, TX. FILED 


EMPLOYOCITY 


FOR PROVIDING ONLINE CLASSIFIED EMPLOYMENT AD- 
VERTISING FOR OTHERS AND PROVIDING AN ONLINE COM- 
PUTER DATABASE FEATURING RESUMES (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 2-14-2000; IN COMMERCE 2-14-2000. 
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SN 76-034,010. BOLT, INC., NEW YORK, NY. FILED 4-26-2000 


MODSPOTTERS 


FOR ONLINE POLL SURVEY SERVICES, NAMELY SERVICES 
ALLOWING USERS OF A SITE ON A GLOBAL COMPUTER 
NETWORK TO SAMPLE AND RENDER AND SUBMIT OPIN- 
IONS REGARDING VARIOUS TOPICS AND PRODUCTS, NAME- 
LY FASHION, MUSIC, EVENTS, ATHLETIC GEAR, ELEC- 
TRONIC GAMES, CLOTHING AND BEAUTY PRODUCTS (U.S. 
CLS. 100, 101 AND 102). 

FIRST USE 7-0-1999; IN COMMERCE 7-0-1999. 


SN 76-034,935. IWAITRESS.COM, INC., FARMINGDALE, NY. 
FILED 4-26-2000. 


PERSONAVISION 


FOR ELECTRONIC BILLBOARD ADVERTISING; DISSEMINA- 
TION OF ADVERTISING FOR OTHERS VIA ON-LINE ELEC- 
TRONIC LOCAL AND GLOBAL COMMUNICATIONS NET- 
WORKS; PLACING ADVERTISEMENTS FOR OTHERS; AND DI- 
RECT MAIL ADVERTISING (U.S. CLS. 100, 101 AND 102). 


SN 76-034,936. IWAITRESS.COM, INC., FARMINGDALE, NY. 
FILED 4-26-2000. 


SERVING YOU THE 
INTERNET 


FOR ELECTRONIC BILLBOARD ADVERTISING; DISSEMINA- 
TION OF ADVERTISING FOR OTHERS VIA ON-LINE ELEC- 
TRONIC LOCAL AND GLOBAL COMMUNICATIONS NET- 
WORKS; PLACING ADVERTISEMENTS FOR OTHERS; AND DI- 
RECT MAIL ADVERTISING (U.S. CLS. 100, 101 AND 102). 


SN 76-035,082. MERCOLATINO, INC., MOSS BEACH, CA. 
FILED 4-24-2000. 


MERCOLATINO 


FOR BUSINESS CONSULTATION SERVICES (U.S. CLS. 100, 
101 AND 102). 


SN 76-035,441. GREAT LAKES CORPORATE REAL ESTATE 
PARTNERS LLC, CLEVELAND, OH. FILED 4-26-2000. 


REALOGISTICS 


FOR BUSINESS CONSULTING SERVICES BY MEANS OF A 
VERTICALLY INTEGRATED DELIVERY SYSTEM OF REAL 
PROPERTY, PERSONAL PROPERTY, AND THIRD PARTY SO- 
LUTIONS FOR THE LOGISTICS INDUSTRY (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 8-0-1999; IN COMMERCE 8-0-1999. 
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SN 76-037,203. L. K. COTTON, INC., COVINGTON, LA. FILED 
4-28-2000 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“COTTON COMPANY”, APART FROM THE MARK AS 
SHOWN. 

FOR RETAIL CLOTHING BOUTIQUES; RETAIL CLOTHING 
STORES; MAIL ORDER CATALOG SERVICES FEATURING 
CLOTHING; COMPUTER SERVICES, NAMELY, ELECTRONIC 
RETAILING IN THE FIELD OF CLOTHING VIA A GLOBAL 
COMPUTER NETWORK (U.S. CLS. 100, 101 AND 102). 

FIRST USE 1-1-2000; IN COMMERCE 1-1-2000. 


SN 76-038,873. FRONTLINE GROUP, INC., NASHVILLE, TN 
FILED 5-2-2000. 


KNOWLEDGESOURCING 


FOR BUSINESS MANAGEMENT, NAMELY, ASSESSMENT 
AND EVALUATION OF ORGANIZATIONAL NEEDS, DESIGN 
AND EXECUTION OF TRAINING PROGRAMS TO ACCOM- 
PLISH THE ORGANIZATIONAL OBJECTIVES AND MEASURE- 
MENT OF THE EFFECTIVENESS OF THE TRAINING PRO- 
VIDED (U.S. CLS. 100, 101 AND 102). 


SN 76-038,943. DOGGIE EMPAWRIUM, L.L.C., THE, COLUM- 
BIA, MO. FILED 5-2-2000. 


SUPERBARKET 


FOR RETAIL STORE SERVICES FEATURING PET FOOD, PET 
TREATS, AND PET SNACKS PROVIDED IN A PARTICULAR 
SECTION OF A STORE (U.S. CLS. 100, 101 AND 102). 
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SN 76-040,462. JOHN HANNAH CORPORATION, ASHEVILLE, 
NC. FILED 5-4-2000. 


BENEFITSVIEW 


FOR PERSONNEL MANAGEMENT CONSULTATION (U.S. 
CLS. 100, 101 AND 102). 
FIRST USE 4-11-2000; IN COMMERCE 4-11-2000. 


SN 76-041,279. SMITH & NOBLE, LLC, CORONA, CA. FILED 
5-4-2000. 


MY SCRAPBOOK 


FOR RETAIL SERVICES IN THE FIELD OF INDOOR AND 
OUTDOOR HOME FURNISHINGS, ACCESSORIES, WINDOW 
TREATMENTS, WINDOW COVERINGS, VALANCES, COR- 
NICES, FIXTURES, FABRICS, AND ACCESSORIES PROVIDED 
BY MAIL ORDER AND OVER A GLOBAL COMPUTER NET- 
WORK (U.S. CLS. 100, 101 AND 102). 


SN 76-041,679. SKI 52, LLC, BOISE, ID. FILED 5-4-2000. 


SKI 52 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“*SKI"’", APART FROM THE MARK AS SHOWN. 

FOR ON-LINE RETAIL STORE SERVICES AND ON-LINE 
WHOLESALE DISTRIBUTORSHIP SERVICES FEATURING 
CLOTHING, BOATING EQUIPMENT, WATER SKIING EQUIP- 
MENT, SNOW SKIING EQUIPMENT, AND RELATED ACCES- 
SORIES (U.S. CLS. 100, 101 AND 102). 


SN 76-042,413. SCHUMACHER GROUP OF DELAWARE, INC., 
THE, LAFAYETTE, LA. FILED 5-5-2000. 


Schumacher 


Group 





NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**GROUP”, APART FROM THE MARK AS SHOWN. 

FOR EMERGENCY MEDICAL ASSISTANCE SERVICES, 
NAMELY, PROVIDING EMERGENCY ROOM STAFFING FOR 
HOSPITALS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 12-31-1995; IN COMMERCE 12-31-1995. 
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SN 76-043,048. START SAMPLING, INC., BARTLETT, IL. FILED 
5-8-2000. 


TRY SOMETHING NEW 


FOR MARKETING SERVICES, NAMELY, PROMOTING THE 
GOODS AND SERVICES OF OTHERS THROUGH THE DIS- 
TRIBUTION OF PRODUCT SAMPLES VIA THE GLOBAL COM- 
PUTER NETWORK (U.S. CLS. 100, 101 AND 102) 

FIRST USE 3-14-1999; IN COMMERCE 3-14-1999 


SN 76-045,933. US DREAM 
5-11-2000. 


INC., ELIZABETH, NJ. FILED 


DOLLAR DREAMS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**DOLLAR”’, APART FROM THE MARK AS SHOWN. 

FOR DISCOUNT STORES IN THE FIELD OF SUNDRIES, 
HOUSEHOLD GOODS, PARTY SUPPLIES, HEALTH AND BEAU- 
TY PRODUCTS, HARDWARE, TOYS, STATIONERY, PAPER 
PRODUCTS, HARDWARE AND PARTY ITEMS (U.S. CLS. 100, 
101 AND 102). 

FIRST USE 5-0-1993; IN COMMERCE 5-0-1993. 


SN 76-047,543. OMX, INC., LAS VEGAS, NV. FILED 5-12-2000. 


SHOP LIKE SANTA SAVE 
LIKE SCROOGE 


OWNER OF U.S. REG. NOS. 2,285,057 AND 2,286,300. 

FOR RETAIL STORE SERVICES FEATURING OFFICE SUP- 
PLIES, EQUIPMENT AND FURNITURE AND ALSO FEATURING 
PHOTOCOPYING (U.S. CLS. 100, 101 AND 102). 

FIRST USE 11-21-1999; IN COMMERCE 11-21-1999. 


SN 76-047,859. ATLAS ENTERTAINMENT, INC., LOS ANGELES, 
CA. FILED 5-11-2000. 


MOSAIC 


FOR TALENT MANAGEMENT SERVICES (U.S. CLS. 100, 101 
AND 102). 
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SN 76-050,890. BELKIN COMPONENTS, COMPTON, CA. FILED 
5-17-2000. 


ECOPOWER BATTERY 
REPLACEMENT PROGRAM 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
““BATTERY REPLACEMENT PROGRAM"’, APART FROM THE 
MARK AS SHOWN. 

FOR ON-LINE RETAIL SERVICES, NAMELY, PROVISION OF 
REPLACEMENT BATTERIES FOR UNINTERRUPTED POWER 
SUPPLY DEVICES (U.S. CLS. 100, 101 AND 102) 


SN 76-051,625. HSNE CONNECTIONS, INC., BRAINTREE, MA. 
FILED 5-18-2000. 


HSNE CONNECTIONS 


FOR GROUP PURCHASING AGENCY SERVICES, NAMELY, 
PURCHASING PHARMACEUTICALS, MEDICAL EQUIPMENT, 
AND MEDICAL SUPPLIES FOR HEALTH CARE ORGANIZA- 
TIONS (U.S. CLS. 100, 101 AND 102). 


SN 76-051,734. MILLS, JERRY L., DBA JERRY L. MILLS, CPA, 
GILBERT, AZ. FILED 5-19-2000. 


BUSINESS-TO-BUSINESS CFO 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**BUSINESS-TO-BUSINESS”’, APART FROM THE MARK AS 
SHOWN. 

FOR BUSINESS MANAGEMENT AND CONSULTING; AC- 
COUNTING SERVICES (U.S. CLS. 100, 101 AND 102). 


SN 76-052,010. HASCO INTERNATIONAL, INC., ST. CHARLES, 
MO. FILED 5-19-2000. 


rowing 
family 


FOR PROMOTING THE GOODS AND SERVICES OF OTHERS 
THROUGH MAILING COUPONS; ON-LINE ORDERING SERV- 
ICES FEATURING INFANT PHOTOGRAPHY (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 1-1-2000; IN COMMERCE 1-1-2000. 
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SN 76-053,861. GITTER, ANAPOL & GLAZER COMMUNICA- 
TIONS, INC., NEW YORK, NY. FILED 5-19-2000. 


TOKENS 


FOR ADVERTISING SERVICES, NAMELY PROMOTING THE 
GOODS OF OTHERS THROUGH THE DISTRIBUTION OF 
CARDS CONTAINING PRODUCT SAMPLES AND INFORMA- 
TION (U.S. CLS. 100, 101 AND 102). 


SN 76-056,149. WHITFIELD, LINDA C.. FAYETTEVILLE, NC. 
FILED 5-19-2000. 


IHAVEISSUES 


FOR ART GALLERY SERVICES, NAMELY, PROVIDING AN 
ON-LINE FORUM DISPLAYING ORIGINAL COPYRIGHTED ART 
WORKS OF LESSER KNOWN ARTIST (U.S. CLS. 100, 101 AND 
102). 

FIRST USE 10-26-1999; IN COMMERCE 10-26-1999. 


SN 76-061,066. AXELROD & STEELE, 
FILED 6-1-2000. 


INC., CHICAGO, IL. 


MIXING ALLOYS 


FOR BUSINESS MARKETING CONSULTATION AND ADVER- 
TISING AGENCY SERVICES (U.S. CLS. 100, 101 AND 102). 
FIRST USE 2-2-2000; IN COMMERCE 2-2-2000. 


SN 76-061,435. SERVICECHANNEL.COM, 
NY. FILED 5-26-2000. 


INC., NEW YORK, 


MAINTAINING SUCCESS 


FOR PROVIDING INFORMATION MANAGEMENT IN THE 
FIELD OF OPERATING AND REPAIRING COMMERCIAL REAL 
ESTATE PROPERTIES BY MEANS OF A GLOBAL COMPUTER 
NETWORK (U.S. CLS. 100, 101 AND 102). 


SN 76-062,022. SCHNUCK MARKETS, INC., ST. LOUIS, MO. 
FILED 6-6-2000. 


WE MAKE IT EASY 


FOR SUPERMARKET SERVICES (U.S. CLS. 100, 101 AND 
102). 
FIRST USE 9-8-1998; IN COMMERCE 9-8-1998. 
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SN 76-062,505. SEMTOR, INC., WESTON, FL. FILED 6-6-2000. 


SEMTOR 


FOR PROVIDING ELECTRONIC BUSINESS CONSULTING 
SERVICES TO BUSINESSES WHICH OPERATE OVER A GLOB- 
AL COMPUTER NETWORK (U.S. CLS. 100, 101 AND 102). 

FIRST USE 1-3-2000; IN COMMERCE 1-31-2000. 


SN 76-063,454. STRATEGIC MEDIA RESEARCH, INC., CHI- 
CAGO, IL. FILED 6-1-2000. 


GOING ONE-ON-ONE WITH 
YOUR AUDIENCE 


FOR MARKET RESEARCH SERVICES CONDUCTED FOR 
RADIO AND TELEVISION STATIONS AND OTHER ENTER- 
TAINMENT PROVIDERS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 3-1-2000; IN COMMERCE 3-1-2000. 


SN  76-065,861. _ THEBOXCOMPANY.COM, WHEATLEY 


HEIGHTS, NY. FILED 6-8-2000. 


I’M SO CONFIDENT ?M 
GOING TO SELL YOUR 


HOUSE HERE’S A BOX, 
START PACKING 


FOR ADVERTISING SERVICES, NAMELY PROMOTING THE 
GOODS AND SERVICES OF OTHERS BY PRINTING ADVER- 
TISEMENTS ON BOXES (U.S. CLS. 100, 101 AND 102). 


SN 76-066,078. SITES9.COM, 
6-8-2000. 


INC., NEW YORK, NY. FILED 


RED CARPET 


FOR ONLINE AUCTION AND TRADING SERVICES FOR A 
WIDE VARIETY OF MERCHANDISE AND SERVICES VIA A 
GLOBAL COMPUTER NETWORK (U.S. CLS. 100, 101 AND 102). 


SN 76-066,733. STATE OF FLORIDA DEPARTMENT OF CITRUS, 
THE, LAKELAND, FL. FILED 6-9-2000. 


KEEP THE BEAT 


FOR PROMOTING THE USE OF FRESH AND PROCESSED 
CITRUS PRODUCTS GROWN AND MANUFACTURED IN FLOR- 
IDA THROUGH THE DISTRIBUTION OF PRINTED MATERIALS 
AND PROMOTIONAL CONTESTS AND ELECTRONIC MEDIA 
(U.S. CLS. 100, 101 AND 102). 

FIRST USE 7-13-1999; IN COMMERCE 7-20-1999. 
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SN 76-068,136. WONG, KENNETH J., PORTLAND, OR. FILED 
6-12-2000. 


INKJETS WEST 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“INKJETS’’, APART FROM THE MARK AS SHOWN. 

FOR RETAIL STORE SERVICES AND COMPUTERIZED ON- 
LINE RETAIL SERVICES BOTH FEATURING PRINTER CAR- 
TRIDGES (U.S. CLS. 100, 101 AND 102). 


SN 76-069,507. PINK OFFICE L.L.C.. WICHITA, KS. FILED 
6-14-2000. 


PINK OFFICE 


FOR BUSINESS SERVICES, NAMELY THE PROVISION OF 
A WEB BASED PROGRAM WHICH ALLOWS FOR MANAGING 
CLIENT CONTACTS AND INVENTORY (U.S. CLS. 100, 101 AND 
102). 


SN 78-000,484. HOWARD SCHIFFER ENTERPRISES, SANTA 
BARBARA, CA. FILED 3-22-2000. 


BEGIN IT NOW 


FOR PRODUCT MARKETING CONSULTING SERVICES; 
NAMELY, PROVIDING PRODUCT LAUNCH STRATEGY AND 
TACTICS (U.S. CLS. 100, 101 AND 102). 


SN 78-000,824. W.W. GRAINGER, INC., LAKE FOREST, IL. 
FILED 3-24-2000. 


THE INDUSTRIAL 
STRENGTH ONLINE 
AUCTION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
““ONLINE AUCTION’’, APART FROM THE MARK AS SHOWN. 

FOR PROVIDING ON-LINE TRADING SERVICES IN WHICH 
SELLER POSTS ITEMS TO BE AUCTIONED AND BIDDING IS 
DONE ELECTRONICALLY, AND PROVIDING RELATED PROD- 
UCT INFORMATION INCLUDING NEW SELLING PRICE AND 
PRODUCT DETAIL (U.S. CLS. 100, 101 AND 102). 


OFFICIAL GAZETTE 


FEB 20, 2001 


CLASS 35—(Continued). 


SN 78-002,425. 
44-2000. 


HITRON USA INC, POWAY, CA. FILED 


VERSATRAK 


FOR VIDEO SYSTEMS, NAMELY, DIGITAL VIDEO RECORD- 
ERS, DIGITAL STORAGE SYSTEMS FOR DIGITAL VIDEO RE- 
CORDERS, AND TIME-LAPSE DIGITAL VIDEO RECORDERS 
FOR USE WITH CLOSED CIRCUIT TELEVISION OR SURVEIL- 
LANCE SYSTEMS, NAMELY, VIDEO CAMERAS, TRANSMIT- 
TERS, RECEIVERS, MULTIPLEXERS, QUADS, VIDEO CAMERA 
CONTROLLERS, MATRIX SWITCHERS, COMPUTERS AND 
COMPUTER SOFTWARE USED FOR SURVEILLANCE (U.S. CLS. 
100, 101 AND 102). 


SN 78-003,141. PECK, DAVID, LEUCADIA, CA. FILED 4-7-2000. 


REELIN’ IN THE YEARS 


FOR LICENSING OF MUSIC AND MUSICAL PERFORMER 
RELATED FOOTAGE AND VIDEOS (U.S. CLS. 100, 101 AND 
102). 

FIRST USE 3-0-1994; IN COMMERCE 3-0-1994. 


SN 78-004,910. ALLTIZER, DALE EUGENE, OKLAHOMA CITY, 
OK. FILED 4-20-2000. 


ALPHAMARK 


FOR BUSINESS CONSULTING SERVICES (U.S. CLS. 100, 101 
AND 102). 


CLASS 36—INSURANCE AND FINANCIAL 


SN 75-262,101. KENYON, MELONY F., FALL RIVER, MA. FILED 
3-24-1997. 


MEDSTRAT 


FOR INSURANCE CONSULTATION, NAMELY, MEDICAL 
CLAIMS FILE REVIEW TO DETERMINE NON-MERITORIOUS 
CLAIMS (U.S. CLS. 100, 101 AND 102). 
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SN 75-547,190. CHARLES SCHWAB & CO., INC., SAN FRAN- 
CISCO, CA. FILED 9-2-1998. 


ADVICE WITH INTEGRITY 


FOR BROKERAGE SERVICES IN THE FIELDS OF FINANCIAL 
SECURITIES, STOCKS, BONDS, MUTUAL FUNDS, MONEY 
MARKET FUNDS, COMMODITIES, FUTURES, OPTIONS, AND 
INDICES OF FINANCIAL SECURITIES; FINANCIAL INVEST- 
MENT SERVICES IN THE FIELDS OF FINANCIAL SECURITIES, 
STOCKS, BONDS, MUTUAL FUNDS, MONEY MARKET FUNDS, 
COMMODITIES, FUTURES, OPTIONS, AND INDICES OF FI- 
NANCIAL SECURITIES; INVESTMENT ADVICE AND INVEST- 
MENT MANAGEMENT IN THE FIELDS OF FINANCIAL SECU- 
RITIES, STOCKS, BONDS, MUTUAL FUNDS, MONEY MARKET 
FUNDS, COMMODITIES, FUTURES, OPTIONS, AND INDICES 
OF FINANCIAL SECURITIES; FINANCIAL SERVICES, NAMELY, 
SECURITIES BROKERAGE ACCOUNT SERVICES FEATURING 
AN INTEREST BEARING FEATURE FOR CASH BETWEEN IN- 
VESTMENTS, ACCESS TO CASH, AND MARGIN LOANS; 
CREDIT CARD AND DEBIT CARD SERVICES; CHECKING AC- 
COUNT SERVICES; VARIABLE ANNUITY INVESTMENT SERV- 
ICES; VARIABLE INSURANCE INVESTMENT SERVICES; IN- 
VESTMENT ACCOUNT INFORMATION SERVICES, NAMELY, 
PROVIDING INVESTMENT ACCOUNT INFORMATION BY 
PHONE, PROVIDING INVESTMENT ACCOUNT INFORMATION 
VIA AN ELECTRONIC INTERACTIVE VOICE RESPONSE SYS- 
TEM, BY ONLINE MEANS, AND PROVIDING INVESTMENT 
ACCOUNT INFORMATION IN THE FORM OF CONSOLIDATED 
STATEMENTS; RETIREMENT PLAN SERVICES, NAMELY, RE- 
TIREMENT PLAN PORTFOLIO TRUSTEE SERVICES AND RE- 
TIREMENT PLAN RECORDKEEPING SERVICES; TRUST COM- 
PANY CUSTODY SERVICES; FINANCIAL PLANNING SERV- 
ICES; INSURANCE BROKERAGE SERVICES; CASH MANAGE- 
MENT ACCOUNT SERVICES; FIXED INCOME INVESTMENT 
SERVICES; PROVIDING INFORMATION AND ANALYSIS IN 
THE FIELDS OF FINANCE, ECONOMICS, INVESTMENT, FI- 
NANCIAL PLANNING, AND INVESTMENT STRATEGY; PRO- 
VIDING PORTFOLIO MANAGEMENT SERVICES, PORTFOLIO 
MANAGEMENT ANALYSIS TOOLS, DECISION-MAKING 
ANALYSIS TOOLS, AND INVESTMENT RESEARCH ANALYSIS 
TOOLS, NAMELY, ANALYSIS TOOLS FOR MONITORING IN- 
VESTMENT MARKET VALUE AND PERFORMANCE OF IN- 
VESTMENTS, ANALYSIS TOOLS FOR ANALYZING INVEST- 
MENT PERFORMANCE, ANALYSIS TOOLS FOR EVALUATING 
ASSET ALLOCATION, RISK TOLERANCE, ALTERNATIVES 
PLAN, INVESTING TIMEFRAME, AND INVESTMENT ALTER- 
NATIVES PLAN; PROVIDING PORTFOLIO MANAGEMENT 
SERVICES, PORTFOLIO MANAGEMENT ANALYSIS TOOLS, 
DECISION-MAKING ANALYSIS TOOLS, AND INVESTMENT 
RESEARCH ANALYSIS TOOLS, NAMELY, ANALYSIS TOOLS 
FOR MONITORING INVESTMENT MARKET VALUE AND PER- 
FORMANCE OF INVESTMENTS, ANALYSIS TOOLS FOR ANA- 
LYZING INVESTMENT PERFORMANCE, ANALYSIS TOOLS 
FOR EVALUATING ASSET ALLOCATION, RISK TOLERANCE, 
ALTERNATIVES PLAN, INVESTING TIMEFRAME, AND IN- 
VESTMENT ALTERNATIVES PLAN VIA A GLOBAL COMMU- 
NICATIONS NETWORK; PROVIDING INFORMATION, RE- 
SEARCH, ONLINE DATABASES, AND ANALYSIS IN THE 
FIELDS OF INVESTING, FINANCE, FINANCIAL PLANNING, 
AND ECONOMICS VIA A GLOBAL COMPUTER NETWORK 
(U.S. CLS. 100, 101 AND 102). 
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SN 75-608,423. APPLE BANK FOR SAVINGS, NEW YORK, NY. 
FILED 12-21-1998. 


APPLE BANK 


OWNER OF U.S. REG. NOS. 1,286,422, 2,022,744 AND OTH- 
ERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**BANK"’, APART FROM THE MARK AS SHOWN. 

FOR BANKING AND BANKING RELATED FINANCIAL SERV- 
ICES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 5-0-1983; IN COMMERCE 5-0-1983. 


SN 75-613,698. ROCKY MOUNTAIN HEALTH MAINTENANCE 
ORGANIZATION, INCOPORATED, GRAND JUNCTION, CO. 
FILED 1-4-1999. 


FITT 


FOR ADMINISTRATION OF EMPLOYEE AND INDIVIDUAL 
HEALTH CARE BENEFIT PLANS (U.S. CLS. 100, 101 AND 102). 
FIRST USE 10—1—1998; IN COMMERCE 10-1-1998. 


SN 75-616,837. MARKET SHARE, INC., INDIANAPOLIS, IN. 
FILED 1-6-1999. 


ANNUITY RESOURCE 
GROUP 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**ANNUITY’’, APART FROM THE MARK AS SHOWN. 

FOR PROVIDING FIXED INSURANCE BASED ANNUITIES 
(U.S. CLS. 100, 101 AND 102). 


SN 75-626,847. EUPHRAT, ALLAN P., SAN ANSELMO, CA. 
FILED 1-25-1999. 


DATADIRECT 


FOR BROKERAGE OF DIRECT MAILING LISTS (U.S. CLS. 
100, 101 AND 102). 
FIRST USE 9-15-1998; IN COMMERCE 9-15-1998. 


SN 75-642,049. ERIE INSURANCE EXCHANGE, ERIE, PA. FILED 
2-17-1999. 


THE PROMISE OF SERVICE 


FOR INSURANCE UNDERWRITING AND ADJUSTING SERV- 
ICES (U.S. CLS. 100, 101 AND 102). 
FIRST USE 4-30-1997; IN COMMERCE 4-30-1997. 
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SN 75-643,568. SAFELITE GLASS CORPORATION, COLUMBUS, 
OH. FILED 2-18-1999. 


SMART PAY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**PAY’’, APART FROM THE MARK AS SHOWN. 

FOR AUDITING MOTOR VEHICLE GLASS 
CLAIMS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 4-30-1998; IN COMMERCE 9-30-1998. 


INSURANCE 


SN 75-652,209. FAIR STREET FINANCIAL SERVICES, L.L.C., 
WALLINGFORD, CT. FILED 3-4-1999 


FAIR STREET FINANCIAL 
SERVICES, L.L.C. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**FINANCIAL SERVICES, LLC’’, APART FROM THE MARK AS 
SHOWN. 

FOR FINANCIAL SERVICES, NAMELY TAX QUALIFIED RE- 
TIREMENT ACCOUNT SERVICES FOR EDUCATIONAL PUR- 
POSES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 2-26-1999; IN COMMERCE 2-26-1999. 


SN 75-661,927. SPIEKER PROPERTIES, INC., MENLO PARK, CA. 
FILED 3-17-1999. 


WHERE BUSINESS WORKS 
BETTER 


FOR REAL ESTATE INVESTMENT, REAL ESTATE MANAGE- 
MENT; RENTAL OF INDUSTRIAL, OFFICE, RETAIL AND 
SHOPPING CENTER PROPERTIES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 3-0-1998; IN COMMERCE 4-0-1998. 


SN 75-664,879. BLUESTONE CAPITAL PARTNERS, L.P., NEW 
YORK, NY. FILED 3-12-1999. 


TRADE.COM 


FOR AUTOMATED SECURITIES BROKERAGE; SECURITIES 
BROKERAGE SERVICES PROVIDED VIA A GLOBAL COM- 
PUTER NETWORK (U.S. CLS. 100, 101 AND 102). 

FIRST USE 9-15-1999; IN COMMERCE 9-15-1999. 
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SN 75-667,219. HARTFORD FIRE 
HARTFORD, CT. FILED 3-25-1999. 


INSURANCE COMPANY, 


LEGACY CLAIM SERVICES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
““CLAIM SERVICES’’, APART FROM THE MARK AS SHOWN. 

FOR INSURANCE CLAIMS ADMINISTRATION (U.S. CLS. 100, 
101 AND 102). 

FIRST USE 2-16-1998; IN COMMERCE 2-16-1998. 


SN 75-683,556. FINET.COM, INC., WALNUT CREEK, CA. BY 
CHANGE OF NAME FINET HOLDINGS CORPORATION, 
WALNUT CREEK, CA. FILED 4-15-1999. 


INTERLOAN.COM 


FOR PROVIDING INFORMATION AND SERVICES IN THE 
FIELD OF MORTGAGE BANKING, MORTGAGE BROKERAGE, 
MORTGAGE LENDING, MAINTAINING MORTGAGE ESCROW 
ACCOUNTS, FINANCIAL ANALYSIS AND CONSULTATION, FI- 
NANCIAL PLANNING, FINANCIAL MANAGEMENT, FINAN- 
CIAL PORTFOLIO MANAGEMENT, ALL BY MEANS OF A 
GLOBAL COMPUTER INFORMATION NETWORK (U.S. CLS. 
100, 101 AND 102). 

FIRST USE 1-0-1998; IN COMMERCE 1-0-1998. 


SN 75-690,656. WEILAND, GREGORY A., DBA 
QUOTETERMLIFE INSURANCE COMPANY, AKRON, OH. 
FILED 4-23-1999. 


WEBDUCK 


FOR INSURANCE AGENCY SERVICES IN THE FIELD OF 
LIFE INSURANCE (U.S. CLS. 100, 101 AND 102). 
FIRST USE 1-27-1999; IN COMMERCE 1-27-1999. 


SN 75-699,199. NORTHERN TRUST CORPORATION, CHICAGO, 
IL. FILED 5-6-1999. 


NORTHERN TRUST GLOBAL 
INVESTMENTS 


OWNER OF U.S. REG. NOS. 1,001,355, 1,626,282 AND OTH- 
ERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*““TRUST GLOBAL INVESTMENTS”’, APART FROM THE MARK 
AS SHOWN. 

FOR INVESTMENT MANAGEMENT SERVICES (U.S. CLS. 
100, 101 AND 102). 

FIRST USE 5-0-1997; IN COMMERCE 5-0-1997. 
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SN 75-753,185. BAY STATE SAVINGS BANK, WORCESTER, 
MA. FILED 7-16-1999. 


BAY STATE 


SEC. 2(F). 

FOR BANKING SERVICES AND FINANCIAL SERVICES, 
NAMELY, FINANCIAL INVESTMENT IN THE FIELD OF REAL 
ESTATE, STOCKS, BONDS, COMMERCIAL PAPER, AND 
OTHER SECURITIES, FINANCIAL MANAGEMENT AND PLAN- 
NING AND FINANCIAL GUARANTEE AND SURETY (U.S. CLS. 
100, 101 AND 102). 

FIRST USE 5-16-1895; IN COMMERCE 5-16-1895. 


SN 75-753,451. MERRILL LYNCH & CO., INC., NEW YORK, 
NY. FILED 7-19-1999. 


PORTFOLIO RESERVE PLUS 


OWNER OF U.S. REG. NO. 1,438,312 AND OTHERS. 

SEC. 2(F) AS TO **PORTFOLIO RESERVE”. 

FOR FINANCIAL SERVICES, IN THE NATURE OF CON- 
SUMER LENDING SERVICES (U.S. CLS. 100, 101 AND 102). 


SN 75-762,083. AUTOELOAN.COM, INC., DALLAS, TX. FILED 
7-27-1999. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*““AUTOELOAN” AND “E”, APART FROM THE MARK AS 
SHOWN. 

FOR RETAIL AUTOMOBILE FINANCING SERVICES, NAME- 
LY MAKING CONSUMER AUTOMOBILE LOANS, TAKING 
AUTOMOBILE LOAN APPLICATIONS VIA A GLOBAL DATA 
NETWORK AND PROCESSING AUTOMOBILE LOAN APPLICA- 
TIONS; AND PROVIDING INFORMATION ON NEW CONSUMER 
AUTOMOBILE LOANS AND ON EXISTING AUTOMOBILE 
LOANS VIA A GLOBAL DATA NETWORK (U.S. CLS. 100, 101 
AND 102). 
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SN 75-791,517. STONEWALL FINANCIAL SERVICES, LLC, NEW 
YORK, NY. FILED 9-3-1999. 


STONEWALL FINANCIAL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“FINANCIAL”, APART FROM THE MARK AS SHOWN. 

FOR FINANCIAL SERVICES TO MEMBERS OF THE LES- 
BIAN, GAY, AND SUPPORTIVE COMMUNITY, NAMELY, FI- 
NANCIAL PLANNING, INVESTMENT ADVICE, FINANCIAL AD- 
VICE REGARDING INVESTMENT PORTFOLIOS; MORTGAGE 
BROKERAGE, INSURANCE BROKERAGE, AND SECURITIES 
BROKERAGE IN THE FIELD OF MUTUAL FUNDS, STOCKS, 
BONDS, ANNUITIES, AND OPTIONS (U.S. CLS. 100, 101 AND 
102). 


SN 75-799,472. BOOMER ESIASON FOUNDATION, NEW YORK, 
NY. FILED 9-14-1999. 


BOOMER ESIASON 
FOUNDATION 


OWNER OF U.S. REG. NO. 2,261,640. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**FOUNDATION’’, APART FROM THE MARK AS SHOWN. 

THE NAME “‘BOOMER ESIASON”’ IDENTIFIES A LIVING 
INDIVIDUAL WHOSE CONSENT IS OF RECORD. 

FOR CHARITABLE FUND RAISING SERVICES (U.S. CLS. 100, 
101 AND 102). 

FIRST USE 2-7-1997; IN COMMERCE 3-15-1997. 


SN 75-811,982. UPPER DECK COMPANY, LLC, THE, CARLS- 
BAD, CA. FILED 9-30-1999. 


GO GET COLLECTIBLES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**COLLECTIBLES’’, APART FROM THE MARK AS SHOWN. 

FOR PROVIDING BROKERAGE SERVICES FOR SPORTS 
COLLECTIBLES AND PROVIDING BROKERAGE SERVICES 
FOR SPORTS COLLECTIBLES VIA A GLOBAL COMPUTER IN- 
FORMATION NETWORK (U.S. CLS. 100, 101 AND 102). 


SN 75-812,915. GUARD SECURITY BANK, WILKES-BARRE, PA. 
FILED 9-27-1999. 


GUARD SECURITY BANK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“SECURITY BANK"’, APART FROM THE MARK AS SHOWN. 

FOR BANKING SERVICES, DEPOSIT SERVICES, MUTUAL 
FUND INVESTMENT, INVESTMENT BROKERAGE, INVEST- 
MENT ADVICE AND TRUST AND FIDUCIARY SERVICES AND 
MORTGAGE, COMMERCIAL AND CONSUMER LENDING 
SERVICES (U.S. CLS. 100, 101 AND 102). 





T™ 236 


CLASS 36—({Continued). 


SN 75-817,734. HOMESIDE LENDING, INC., JACKSONVILLE, 
FL. FILED 10-7-1999. 


CREDITPOINT 


FOR MORTGAGE LENDING SERVICES, NAMELY MORT- 
GAGE LOAN CONTRACT UNDERWRITING SERVICES AND SE- 
CURITY SERVICES, NAMELY GUARANTEEING HOME MORT- 
GAGE LOAN CONTRACTS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 7-29-1997; IN COMMERCE 7-29-1997. 


SN 75-819,941. BARRESI FINANCIAL, INC., PRESQUE ISLE, 
ME. FILED 10-12-1999. 


B BARRESI FINANCIAL, 
INC. EXPERTISE WITH 
INTEGRITY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**FINANCIAL, INC."’, APART FROM THE MARK AS SHOWN. 

FOR FINANCIAL CONSULTATION SERVICES; FINANCIAL 
BROKERAGE SERVICES IN THE FIELDS OF MUTUAL FUNDS, 
INSURANCE, ANNUITIES, BONDS, AND STOCKS; INSURANCE 
SERVICES, NAMELY, INSURANCE CONSULTATION; INSUR- 
ANCE BROKERAGE SERVICES IN THE FIELDS OF LIFE IN- 
SURANCE, DISABILITY INSURANCE, LONG TERM CARE IN- 
SURANCE, HEALTH INSURANCE; INSURANCE UNDER- 
WRITING IN THE FIELDS OF LIFE INSURANCE, DISABILITY 
INSURANCE, LONG TERM CARE INSURANCE, HEALTH IN- 
SURANCE,; AND INSURANCE CONSULTATION IN THE FIELDS 
OF EMPLOYEE HEALTH INSURANCE, LIFE INSURANCE, DIS- 
ABILITY INSURANCE, LONG TERM CARE INSURANCE, EM- 
PLOYEE BENEFITS AND BENEFIT PLANS (U.S. CLS. 100, 101 
AND 102). 


SN 75-822,760. SURVIVORS OF THE SHOAH VISUAL HISTORY 
FOUNDATION, THE, LOS ANGELES, CA. FILED 10-14-1999. 


THE SHOAH FOUNDATION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**FOUNDATION”’, APART FROM THE MARK AS SHOWN. 

THE ENGLISH TRANSLATION OF *‘SHOAH’’ FROM THE HE- 
BREW LANGUAGE IS *‘HOLOCAUST”’. 

SEC. 2(F). 

FOR CHARITABLE FUNDRAISING (U.S. CLS. 100, 101 AND 
102). 
FIRST USE 4-12-1994; IN COMMERCE 4-12-1994. 
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SN 75-824,332. FIFTH AVENUE OF LONG ISLAND REALTY 
ASSOCIATES, MANHASSET, NY. FILED 10-15-1999. 


CHAMPIONS FOR CHARITY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
““CHARITY”’, APART FROM THE MARK AS SHOWN. 

FOR CHARITABLE FUND RAISING SERVICES IN THE NA- 
TURE OF RETAIL STORES DONATING A PERCENTAGE OF 
THEIR SALES TO CHARITIES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 12-1-1998; IN COMMERCE 12-1-1998. 


SN 75-830,920. CHARLES SCHWAB & CO., INC., SAN FRAN- 
CISCO, CA. FILED 10-25-1999. 


SCHWAB INSTITUTIONAL 
TRUST FUNDS 


OWNER OF U.S. REG. NOS. 1,516,641, 2,155,411 AND OTH- 
ERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“INSTITUTIONAL TRUST FUNDS’’, APART FROM THE MARK 
AS SHOWN. 

FOR RETIREMENT PLAN INVESTMENT SERVICES AND 
TRUSTEE SERVICES (U.S. CLS. 100, 101 AND 102). 


SN 75-831,222. FORD MOTOR COMPANY, DEARBORN, MI. 
FILED 10-19-1999. 


OWNER OF U.S. REG. NOS. 735,475, 1,874,207 AND OTHERS. 

THE DRAWING IS LINED FOR THE COLOR(S) BLUE. 

FOR FINANCING OF MOTOR VEHICLE LEASING, FINANC- 
ING OF MOTOR VEHICLE SALES, CREDIT CARD SERVICES, 
INSURANCE UNDERWRITING SERVICES, NAMELY, LIFE, AC- 
CIDENT, AND DISABILITY (U.S. CLS. 100, 101 AND 102). 
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SN 75-831,223. FORD MOTOR COMPANY, DEARBORN, MI. 
FILED 10-19-1999. 


fail 


Zep 





OWNER OF U.S. REG. NOS. 735,475, 1,874,207 AND OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“CREDIT"’", APART FROM THE MARK AS SHOWN. 

THE MARK IS LINED FOR THE COLORS RED AND BLUE. 

FOR FINANCING OF MOTOR VEHICLE LEASING, FINANC- 
ING OF MOTOR VEHICLE SALES, CREDIT CARD SERVICES, 
INSURANCE UNDERWRITING SERVICES, NAMELY, LIFE, AC- 
CIDENT, AND DISABILITY (U.S. CLS. 100, 101 AND 102). 


SN 75-832,987. NETCARE LIFE & HEALTH INSURANCE COM- 
PANY, HAGATNA, GUAM, FILED 10-28-1999. 


L- 
NetCare 


Life & Health Insurance 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“LIFE & HEALTH INSURANCE”, APART FROM THE MARK 
AS SHOWN. 

FOR INSURANCE UNDERWRITING IN THE FIELD OF LIFE 
AND HEALTH (U.S. CLS. 100, 101 AND 102). 

FIRST USE 3-31-1998; IN COMMERCE 3-31-1998. 


SN 75-847,859. AUCTIONGURU, INC., PRINCETON, NJ. FILED 
11-12-1999. 


AUCTIONGURU 


FOR APPRAISAL AND FINANCIAL EVALUATION OF GOODS 
TO BE AUCTIONED (U.S. CLS. 100, 101 AND 102). 
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SN 75-850,953. ADVISER INVESTMENT MANAGEMENT, INC., 


WATERTOWN, MA. FILED 11-17-1999. 


YOUR FUND FAMILY 
INVESTMENT EXPERTS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 


*‘FUND FAMILY INVESTMENT EXPERTS", APART FROM THE 
MARK AS SHOWN. 


FOR FINANCIAL INVESTMENT SERVICES IN THE NATURE 


OF FUND FAMILIES (U.S. CLS. 100, 101 AND 102). 


SN 75-858,674. KURZ, GLORIA J., JAMESTOWN, RI. FILED 
11-29-1999. 


MANSIONS & MANORS 


SEC. 2(F). 

FOR REAL ESTATE BROKERAGE SERVICES (U.S. CLS. 100, 
101 AND 102). 

FIRST USE 6-15-1991; IN COMMERCE 6-15-1991. 


SN 75-859,531. GOLDSCHEIDER HOLDING AG, CH-6300 ZUG, 
FED REP GERMANY, FILED 11-29-1999. 


THE MARK CONSISTS, IN PART, OF A STYLIZED LETTER 
“y” 


FOR BROKERAGE SERVICES BETWEEN CABLE COMPA- 
NIES, ON-LINE RETAILERS, BANKS AND BROADCASTERS TO 
FACILITATE THE PURCHASE OF MERCHANDISE ADVER- 
TISED ON-LINE AND OVER TELEVISION BROADCAST MEDIA 
(U.S. CLS. 100, 101 AND 102). 
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SN 75-864,800. TSI COMMUNICATIONS, FT. LAUDERDALE, FL 
FILED 12-7-1999. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
““PAY’’ AND *“‘NO CREDIT CHECK, DEPOSIT, CONTRACT OR 
BILLS", APART FROM THE MARK AS SHOWN. 

FOR PROVIDING ELECTRONIC PRE-PAYMENT FOR SERV- 
ICES AND GOODS OF OTHERS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 3-15-1999; IN COMMERCE 3-26-1999. 


SN 75-866,757. TELSCAPE INTERNATIONAL, INC., HOUSTON, 
TX. FILED 12-8-1999. 


FOR TELECOMMUNICATIONS SERVICES, NAMELY PRE- 
PAID TELEPHONE CALLING CARD SERVICES FOR HISPANIC 
CONSUMERS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 0-0-1994; IN COMMERCE 0-0-1994. 


SN 75-868,232. AIENET, L.L.C., DALLAS, TX. FILED 12-8-1999. 


USIE 


FOR PROVIDING INSURANCE POLICIES OF OTHERS IN THE 
FIELDS OF AUTOMOBILE, FIRE, LIFE AND MEDICAL INSUR- 
ANCE TO INSURANCE AGENTS (U.S. CLS. 100, 101 AND 102). 


SN 75-868,233. AIENET, L.L.C., DALLAS, TX. FILED 12-8-1999. 


AIENET 


FOR PROVIDING INSURANCE POLICIES OF OTHERS IN THE 
FIELD OF AUTOMOBILE, FIRE, LIFE AND MEDICAL INSUR- 
ANCE TO INSURANCE AGENTS (U.S. CLS. 100, 101 AND 102). 
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SN 75-881,034. BUSINESSFINANCE.COM, IRVINE, CA. FILED 
12-27-1999. 


ow 
BusinessFinance.com 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**BUSINESSFINANCE.COM”’, APART FROM THE MARK AS 
SHOWN. 

FOR FINANCIAL INFORMATION SERVICES, NAMELY PRO- 
VIDING INFORMATION AND DATABASES IN THE FIELDS OF 
CAPITAL FUNDING AND FINANCING VIA THE GLOBAL COM- 
PUTER INFORMATION NETWORK, AND FINANCIAL SERV- 
ICES, NAMELY, LOAN ORIGINATION, EVALUATION, ANAL- 
YSIS, PACKAGING AND PLACEMENT SERVICES (U.S. CLS. 
100, 101 AND 102). 

FIRST USE 4-5-1998; IN COMMERCE 8-21-1998. 


SN 75-881,211. D-GENERATION, INC., ORMOND BEACH, FL. 
FILED 12-27-1999. 


DIGICARD 


FOR ELECTRONIC BANKING; ELECTRONIC PROCESSING 
OF CASH, CREDIT CARD, AND DEBIT CARD TRANSACTIONS; 
ELECTRONIC FUNDS TRANSFER; ELECTRONIC PROCESSING 
OF FINANCIAL INVESTMENT TRANSACTIONS AND AUTO- 
MATED TELLER MACHINE TRANSACTIONS; ELECTRONIC 
PROCESSING OF INSURANCE CLAIMS AND PAYMENT DATA; 
AND ELECTRONIC PROCESSING AND TRANSMISSION OF 
BILL PAYMENT DATA (U.S. CLS. 100, 101 AND 102). 


SN 75-884,033. USABANCSHARES, INC., PHILADELPHIA, PA. 
FILED 12-29-1999. 


B TO BANC 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**BANK’’, APART FROM THE MARK AS SHOWN. 

FOR PROVIDING BANKING SERVICES VIA A GLOBAL 
COMPUTER NETWORK (U.S. CLS. 100, 101 AND 102). 


SN 75-894,903. TUDOR INVESTMENT CORPORATION, GREEN- 
WICH, CT. FILED 1-13-2000. 


THE OSPRAIE PORTFOLIO 
LTD. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“PORTFOLIO LTD."’", APART FROM THE MARK AS SHOWN. 

FOR PRIVATELY-PLACED INVESTMENT FUND (U.S. CLS. 
100, 101 AND 102). 
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SN 75-894,912. TUDOR INVESTMENT CORPORATION, GREEN- 
WICH, CT. FILED 1-13-2000. 


THE OSPRAIE FUND L.P. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**FUND L.P.”’, APART FROM THE MARK AS SHOWN. 

FOR PRIVATELY-PLACED INVESTMENT FUND (U.S. CLS. 
100, 101 AND 102). 


SN 75-894,913. TUDOR INVESTMENT CORPORATION, GREEN- 
WICH, CT. FILED 1-13-2000. 


THE OSPRAIE FUND LTD. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**FUND LTD.”’, APART FROM THE MARK AS SHOWN. 

FOR PRIVATELY-PLACED INVESTMENT FUND (U.S. CLS. 
100, 101 AND 102). 


SN 75-905,680. FT MORTGAGE, IRVING, TX. FILED 1-28-2000. 


LOAN2LOAN 


FOR MORTGAGE LENDING SERVICES (U.S. CLS. 100, 101 
AND 102). 
FIRST USE 12-14-1999; IN COMMERCE 12-14-1999. 


SN 75-911,619. WIT CAPITAL CORPORATION, NEW YORK, NY 
FILED 2-7-2000. 


WIT SOUNDVIEW 


OWNER OF U.S. REG. NOS. 1,566,352 AND 2,099,309. 

FOR INVESTMENT BROKERAGE ADVISORY AND CON- 
SULTATION AND RESEARCH AND SECURITIES TRADING 
SERVICES (U.S. CLS. 100, 101 AND 102). 


SN 75-912,577. IST ADVANTAGE FEDERAL CREDIT UNION, 
NEWPORT NEWS, VA. FILED 2-9-2000. 


ADVANTAGEHOME 
LOCATOR.COM 


FOR REAL ESTATE BROKERAGE SERVICES, NAMELY, RE- 
TRIEVAL OF HOME LISTINGS, PRICING OF HOMES AND 
HOME BUYING SERVICES FOR OTHERS OVER THE GLOBAL 
COMPUTER NETWORK (U.S. CLS. 100, 101 AND 102). 

FIRST USE 2-7-2000; IN COMMERCE 2-7-2000. 


194-362 TMOG - 01 - 39: QL3 
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SN 75-917,150. BUYPATENT.COM, LLC, GROSSE POINTE, MI. 
FILED 2-11-2000. 


BPC 


FOR BROKERAGE IN THE FIELD OF INTELLECTUAL PROP- 
ERTY, NAMELY, PROMOTION OF THE SALE OF INTELLEC- 
TUAL PROPERTY (U.S. CLS. 100, 101 AND 102). 


SN 75-919,120. INFOCISION MANAGEMENT CORP., AKRON, 
OH. FILED 2-15-2000. 


ECISION 


FOR FUND RAISING SERVICES, NAMELY, SOLICITING 
FUNDS FOR CHARITABLE PURPOSES VIA GLOBAL COM- 
PUTER NETWORKS (U.S. CLS. 100, 101 AND 102). 


SN 75-928,605. ISLAND DEVELOPMENT GROUP, INC., BLOOM- 
FIELD HILLS, MI. FILED 2-28-2000. 


OCEAN OASIS 


FOR REAL ESTATE SERVICES, NAMELY REAL ESTATE 
BROKERAGE, REAL ESTATE INVESTMENT, AND LEASING OF 
REAL ESTATE (U.S. CLS. 100, 101 AND 102). 


SN 75-934,889. SUSAN G. KOMEN BREAST CANCER FOUNDA- 
TION, THE, DALLAS, TX. FILED 3-3-2000. 


GET ON BOARD 


FOR CHARITABLE FUNDRAISING SERVICES,NAMELY, 
RAISING MONEY FOR BREAST CANCER RESEARCH AND 
RAISING MONEY FOR LOCAL COMMUNITY BREAST HEALTH 
AWARENESS PROGRAMS (U.S. CLS. 100, 101 AND 102). 


SN 75-937,254. RONALD MCDONALD HOUSE OF SOUTHERN 
NEW JERSEY, INC., CAMDEN, NJ. FILED 3-7-2000. 


FOR CHARITABLE FUND RAISING SERVICES (U.S. CLS. 100, 
101 AND 102). 
FIRST USE 6-0-1984; IN COMMERCE 6-0-1984. 
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SN 75-939,221. WIT CAPITAL CORPORATION, NEW YORK, NY. 


FILED 3-9-2000 


SOUNDVIEW 


OWNER OF U.S. REG. NOS. 1,566,352 AND 2,099,309. 

FOR INVESTMENT BROKERAGE ADVISORY AND CON- 
SULTATION AND RESEARCH AND SECURITIES TRADING 
SERVICES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 2-22-2000; IN COMMERCE 2-22-2000. 


SN 75-950,185. MEL FOSTER CO., 
FILED 2-28-2000. 


INC., DAVENPORT, iA. 


eal) (ey>) (>) mere e 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“CO."", APART FROM THE MARK AS SHOWN. 

*““MEL FOSTER” IS A LIVING INDIVIDUAL WHOSE CON- 
SENT IS OF RECORD. 

FOR REAL ESTATE BROKERAGE SERVICES, INSURANCE 
BROKERAGE SERVICES, AND RESIDENTIAL AND COMMER- 
CIAL REAL ESTATE MANAGEMENT (U.S. CLS. 100, 101 AND 
102). 

FIRST USE 3-31-1977; IN COMMERCE 3-31-1977. 


SN 76-006,826. TROPHY FINANCIAL, INC., LAURINBURG, NC. 
FILED 3-22-2000. 


TROPHY 


FOR CONSUMER FINANCE SERVICES, INCLUDING SMALL 
LOANS, CONSUMER GOODS FINANCING AND CASH AD- 
VANCE SERVICES (U.S. CLS. 100, 101 AND 102). 
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SN 76-008.360. EVERYTHING MARKETING, EAST BRUNS- 
WICK, NJ. FILED 3-22-2000. 


FUNDRAISING FASHIONS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
‘**FUNDRAISING’’, APART FROM THE MARK AS SHOWN. 

FOR CHARITABLE FUNDRAISING (U.S. CLS. 100, 101 AND 
102). 


SN 76-009.755. MONEYGRAM PAYMENT SYSTEMS, INC., MIN- 
NEAPOLIS, MN. FILED 3-27-2000. 


OWNER OF U.S. REG. NOS. 2,127,954 AND 2,145,583. 

THE STIPPLING IS FOR SHADING PURPOSES ONLY AND 
DOES NOT INDICATE COLOR. 

FOR ELECTRONIC FUNDS TRANSFER SERVICES AND 
ELECTRONIC PROCESSING AND TRANSMISSION OF BILL 
PAYMENT DATA (U.S. CLS. 100, 101 AND 102). 

FIRST USE 4-0-1999, IN COMMERCE 4-0-1999. 


SN 76-014,376. SMITH, DOUGLAS FABER, LODI, CA. FILED 
3-31-2000. 


WWW.AWESOMELOAN.COM 


FOR MORTGAGE BROKERAGE, REAL ESTATE BROKERAGE 
(U.S. CLS. 100, 101 AND 102). 
FIRST USE 11-19-1999; IN COMMERCE 11-19-1999. 


SN 76-018,371. ONLINEFC.COM, INC., NEW YORK, NY. FILED 
4-5-2000. 


WEBFORCE20 


FOR INVESTMENT ADVICE IN THE FORM OF A STOCK 
INDEX SELECTED BY AN INVESTMENT PANEL USED TO 
CREATE AN INVESTMENT PORTFOLIO (U.S. CLS. 100, 101 
AND 102). 
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SN 76-018,882. BERGER, STEVEN, LIBERTYVILLE, IL. FILED 
4-6-2000. 


HEALTHCARE INSIGHTS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“HEALTHCARE”’, APART FROM THE MARK AS SHOWN. 

FOR CONSULTING SERVICES IN THE FIELD OF FINANCIAL 
MANAGEMENT FOR BUSINESSES WITHIN THE HEALTH 
CARE INDUSTRY (U.S. CLS. 100, 101 AND 102). 


SN 76-019,951. BONDHUB.COM, INC., SEATTLE, WA. FILED 
3-27-2000. 


ANNUITYHUB.COM 


FOR FINANCIAL SERVICES, NAMELY, TRANSACTING AN- 
NUITY INVESTMENTS OVER A GLOBAL COMPUTER NET- 
WORK (U.S. CLS. 100, 101 AND 102). 


SN 76-019,955. BONDHUB.COM, INC., SEATTLE, WA. FILED 
3-27-2000. 


CMOHUB.COM 


FOR FINANCIAL SERVICES, NAMELY, TRADING 
COLLATERALIZED MORTGAGE OBLIGATIONS OVER A 
GLOBAL COMPUTER NETWORK (U.S. CLS. 100, 101 AND 102). 


SN 76-019,968. BONDHUB.COM, INC., SEATTLE, WA. FILED 
3-27-2000. 


UITHUB.COM 


FOR FINANCIAL SERVICES, NAMELY, TRADING UNIT IN- 
VESTMENT TRUST SECURITIES OVER A GLOBAL COMPUTER 
NETWORK (U.S. CLS. 100, 101 AND 102). 


SN 76-021,903. MCGOWAN PUBLISHING COMPANY. DALLAS, 
TX. FILED 4-7-2000. 


IBE 


FOR PROVIDING FINANCIAL, INVESTMENT AND SECURI- 
TIES INFORMATION VIA A GLOBAL COMPUTER NETWORK 
(U.S. CLS. 100, 101 AND 102). 

FIRST USE 1-1-1999; IN COMMERCE 1-1-1999. 
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SN 76-033,891. PAINEWEBBER 
WEEHAWKEN, NJ. FILED 4-25-2000. 


INCORPORATED, 


PAINEWEBBER VANTAGE 
APPRECIATION SERIES 


OWNER OF U.S. REG. NOS. 1,869,946, 2,169,949 AND OTH- 
ERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“APPRECIATION SERIES"*, APART FROM THE MARK AS 
SHOWN 

FOR STOCK BROKERAGE, MONEY MANAGEMENT AND IN- 
VESTMENT ADVISORY SERVICES IN THE FINANCIAL FIELD 
(U.S. CLS. 100, 101 AND 102). 


SN 76-038,049. BOSTON BANK OF COMMERCE, THE, BOSTON, 
MA. FILED 5-1-2000. 


UNITY 


OWNER OF U.S. REG. NOS. 2,046,545, 2,175,279 AND OTH- 
ERS. 

FOR BANKING SERVICES, NAMELY, SAVINGS ACCOUNT, 
MONEY MARKET ACCOUNT AND CHECKING ACCOUNT 
SERVICES (U.S. CLS. 100, 101 AND 102). 


SN 76-038,763. FORRER, GORDON R, NORTHVILLE, MI. FILED 
5-1-2000. 


GOLDENGOOSE 


FOR PROVIDING INFORMATION REGARDING STOCK EQUI- 
TIES (U.S. CLS. 160, 101 AND 102). 


SN 76-038,796. FIRST UNION CORPORATION, CHARLOTTE, 
NC. FILED 5-2-2000. 


FIRST UNION RAPS 


FOR FINANCIAL SERVICES, NAMELY, PROVIDING ANA- 
LYTICAL DATA ON EQUITY INVESTMENTS VIA A GLOBAL 
COMPUTER NETWORK, PRINTED PUBLICATIONS, AND FAC- 
SIMILE TRANSMISSIONS (U.S. CLS. 100, 101 AND 102). 


SN 76-039,207. HEALTHCARE RECOVERIES, 
VILLE, KY. FILED 5-1-2000. 


TRANSPAC SOLUTIONS 


INC., LOUIS- 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**SOLUTIONS”, APART FROM THE MARK AS SHOWN 

FOR PROPERTY AND CASUALTY INSURANCE SUBROGA- 
TION SERVICES (U.S. CLS. 100, 101 AND 102). 
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SN 76-042,016. TEXAS STAMPEDE, INC., DALLAS, TX. FILED 
5-5-2000. 


TEXAS STAMPEDE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**TEXAS"’, APART FROM THE MARK AS SHOWN. 

FOR CHARITABLE FUNDRAISER IN THE NATURE OF A 
RODEO (U.S. CLS. 100, 101 AND 102). 


SN 76-047,072. TERRA NOVA TRADING, L.L.C., CHICAGO, IL. 
FILED S—11-2000 


FOR SECURITIES BROKERAGE SERVICES (U.S. CLS. 100, 
101 AND 102). 
FIRST USE 1|-27-1999, IN COMMERCE 1-27-1999 


SN 76-047,186. SPECIALTY RISK INTERNATIONAL, INC., INDI- 
ANAPOLIS, IN. FILED 5-15-2000 


COVERAGE THAT MAKES 
IT THROUGH CUSTOMS 


FOR INSURANCE UNDERWRITING SERVICES IN THE 
FIELDS OF MEDICAL, LIFE, DISABILITY, AND ACCIDENT 
(U.S. CLS. 100, 101 AND 102). 

FIRST USE 1-0-2000; IN COMMERCE 1-0-2000. 


SN 76-048,344. HOMES BY INVSCO, INC.. CHICAGO, IL. FILED 
5-15-2000. 


LOFTOMINIUM WORLD 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**LOFTOMINIUM", APART FROM THE MARK AS SHOWN. 

FOR REAL ESTATE SERVICES; NAMELY, BROKERING, 
LEASING, AND MANAGING COMMERCIAL AND RESIDEN- 
TIAL PROPERTY (U.S. CLS. 100, 101 AND 102) 

FIRST USE 2-20-2000; IN COMMERCE 2-20-2000 
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SN 76-049,505 BANK ONE CORPORATION, CHICAGO, IL. 
FILED 5-16-2000. 


ONETRUSTACCESS 


OWNER OF U.S. REG. NOS 
ERS. 
FOR BANKING SERVICES (U.S. CLS. 


1,120,175, 1,812,388 AND OTH- 


100, 101 AND 102) 


SN 76-052,122. ELECTRONIC MARKET CENTER, INC., PHILA- 
DELPHIA, PA. FILED 5-19-2000. 


INVESTING TODAY’S 
DOLLARS FOR 
TOMORROW’S 
OBLIGATIONS 


FOR FINANCIAL SERVICES, NAMELY, INVESTMENT CON- 
SULTING AND MANAGEMENT SERVICES, ESTATE, INSUR- 
ANCE AND FINANCIAL PLANNING SERVICES AND ESTATE 
TRUST AND TRUST MANAGEMENT SERVICES (U.S. CLS. 100, 
101 AND 102). 


SN 76-053,176. U.S. BANCORP, MINNEAPOLIS, MN. FILED 
5-22-2000 


A NEW FINANCIAL 
RESOURCE FOR A NEW 
ERA 


FOR BANKING SERVICES, SECURITIES BROKERAGE SERV- 
ICES, INVESTMENT BANKING SERVICES, INVESTMENT MAN- 
AGEMENT SERVICES, INVESTMENT ADVISORY SERVICES, 
INVESTMENT RESEARCH SERVICES, AND INVESTMENT OF 
FUNDS FOR OTHERS (U.S. CLS. 100, 101 AND 102) 


SN 76-053,184. PLANTAGENET CAPITAL MANAGEMENT. LLC, 
SAN FRANCISCO, CA. FILED 5-22-2000. 


PLANTAGENET CAPITAL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**CAPITAL”’, APART FROM THE MARK AS SHOWN. 

FOR FINANCIAL INVESTMENT IN THE FIELD OF PRIVATE 
EQUITY, FINANCIAL PORTFOLIO MANAGEMENT, FUNDS IN- 
VESTMENT, INVESTMENT MANAGEMENT, INVESTMENT OF 
FUNDS FOR OTHERS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 12-6-1996, IN COMMERCE 12-6-1996. 
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SN 76-053,765. GREAT AMERICAN LIFE INSURANCE COM- 
PANY, CINCINNATI, OH. FILED 5-22-2000 


BUILDING LONG-TERM 
LIFESTYLE SECURITY 


OWNER OF U.S. REG. NO. 1,871,561. 
FOR UNDERWRITING LONG-TERM CARE INSURANCE (U.S 
CLS. 100, 101 AND 102). 


SN 76-054,853. GOLDSCHEIDER HOLDING AG, CH-6300 ZUG, 
SWITZERLAND, FILED 9-22-1999. 


SAY YES! 


FOR BROKERAGE SERVICES BETWEEN CABLE COMPA- 
NIES, ON-LINE RETAILERS, BANKS AND BROADCASTERS TO 
FACILITATE THE PURCHASE OF MERCHANDISE ADVER- 
TISED ON-LINE AND OVER TELEVISION BROADCAST MEDIA 
(U.S. CLS. 100, 101 AND 102). 


SN 76-055,018. PLEXUS GROUP, INC., 
FILED 5-22-2000 


LOS ANGELES. CA 


ACCESS PLEXUS 


OWNER OF U:S. REG. NOS. 1,537,640 AND 2,161,299. 

FOR FINANCIAL INVESTMENT SERVICES RENDERED VIA 
GLOBAL COMPUTER NETWORK (U.S. CLS. 100, 101 AND 102). 

FIRST USE 12-18-1998; IN COMMERCE 12-18-1998. 


SN 76-056,831. KUDYBA, STEPHAN P., LINCOLN PARK, NJ 
FILED 5-25-2000. 


THE MARKET DOCTOR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**MARKET"’, APART FROM THE MARK AS SHOWN 

FOR FINANCIAL ANALYSIS AND INVESTMENT ADVICE 
(U.S. CLS. 100, 101 AND 102). 

FIRST USE 8-30-1999; IN COMMERCE 8-30-1999. 


SN 76-056,886. Al 
5-25-2000. 


TRADER, INC.. ORLANDO, FL. FILED 


PANTHER INVESTMENTS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**INVESTMENTS”’, APART FROM THE MARK AS SHOWN. 

FOR INVESTMENT MANAGEMENT OF MUTUAL FUNDS 
(U.S. CLS. 100, 101 AND 102). 
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SN 76-058,440. AMERICAN NATIONAL BANK, OMAHA, NE. 
FILED 5-30-2000. 


ZBANK.COM 


FOR ELECTRONIC BANKING SERVICES (U.S. CLS. 100, 101 
AND 102). 


FIRST USE 5-17-2000; IN COMMERCE 5-17-2000. 


SN 76-058,609. JACKSON NATIONAL LIFE INSURANCE COM- 
PANY, LANSING, MI. FILED 5-30-2000. 


MARKETPATH 


FOR BANKING SERVICES FEATURING CERTIFICATES OF 
DEPOSIT (U.S. CLS. 100, 101 AND 102). 


SN 76-059,272 
5-30-2000 


BONDHUB.COM, INC., SEATTLE, WA. FILED 


ANGELHUB 


FOR FINANCIAL SERVICES, NAMELY IDENTIFYING AND 
MATCHING INVESTORS AND ENTREPRENEURS TO FACILI- 
TATE INVESTMENTS, AND PROVIDING INFORMATION RE- 
GARDING PROFESSIONAL SERVICES AND TECHNOLOGY 
FOR THE FINANCIAL SERVICES INDUSTRY, ALL PROVIDED 
OVER A GLOBAL COMPUTER NETWORK (U.S. CLS. 100, 101 
AND 102). 


SN 76-059,273. BONDHUB.COM, INC., SEATTLE, WA. FILED 
5-30-2000. 


BROKERSHUB 


FOR FINANCIAL SERVICES, NAMELY FACILITATING COM- 
MUNICATION AMONG BROKERS TO BRING ABOUT THE EX- 
CHANGE OR TRADE OF SECURITIES, ALL PROVIDED OVER 
A GLOBAL COMPUTER NETWORK (U.S. CLS. 100, 101 AND 
102). 


SN 76-060,404. HAWTHORNE & ASSOCIATES, 
DIEGO, CA. FILED 5-31-2000. 


INC., SAN 


BENEGRAPH 


FOR PROVIDING INSURANCE BENEFITS AND INSURANCE 
PROGRAMS INFORMATION BY ELECTRONIC MEANS FOR 
USE BY INSURANCE COMPANIES AND THEIR CUSTOMERS, 
INCLUDING EMPLOYERS AND EMPLOYEES (U.S. CLS. 100, 
101 AND 102). 
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SN 76-060,755. NOBODYDOES.COM, 
FILED 6-1-2000. 


INC., NEW YORK, NY. 


NO AGENT, NO HASSLE, NO 
BRAINER 


FOR LIFE INSURANCE UNDERWRITING SERVICES (U.S. 
CLS. 100, 101 AND 102). 


SN 76-060,756. NOBODYDOES.COM, 
FILED 6-1-2000. 


INC., NEW YORK, NY. 


BUY WHOLE, INVEST THE 
DIFFERENCE 


FOR LIFE INSURANCE UNDERWRITING SERVICES (U.S. 
CLS. 100, 101 AND 102). 


SN 76-064,230. SPORTS CENTRAL, INC., FORTSON, GA. FILED 
6-6-2000. 


COINS FOR A CAUSE 


FOR FUND RAISING SERVICES FOR SPORTS TEAMS (US. 
CLS. 100, 101 AND 102). 


SN 76-064,635. EMARKETBASE INCORPORATED, HOUSTON, 
TX. FILED 6-7-2000. 


EMARKETBASE 


FOR FINANCIAL SERVICES, NAMELY, CAPITAL INVEST- 
MENTS IN TECHNOLOGY-BASED ENTERPRISES (U.S. CLS. 
100, 101 AND 102). 


SN 76-064,637. EMARKETBASE INCORPORATED, HOUSTON, 
TX. FILED 6-7-2000. 


EMB 


FOR FINANCIAL SERVICES, NAMELY, CAPITAL INVEST- 
MENTS IN TECHNOLOGY-BASED ENTERPRISES (U.S. CLS. 
100, 101 AND 102). 
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SN 76-064,671. N.A.C.O.L.A.H., CHICAGO, IL. FILED 6-7-2000. 


GRX-20 


FOR LIFE INSURANCE UNDERWRITING SERVICES (U.S. 
CLS. 100, 101 AND 102). 
FIRST USE 11-15-1999; IN COMMERCE 11-15-1999. 


SN 76-064,672. N.A.C.O.L.A.H., CHICAGO, IL. FILED 6-7-2000. 


GRX-10 


FOR LIFE INSURANCE UNDERWRITING SERVICES (U.S. 
CLS. 100, 101 AND 102). 
FIRST USE 11-15-1999; IN COMMERCE 11-15-1999. 


SN 76-064,752. NORTH SHORE TOWERS APARTMENTS IN- 
CORPORATED, FLORAL PARK, NY. FILED 6-7-2000. 


WHERE THE CITY MEETS 
THE COUNTRY 


FOR COOPERATIVE APARTMENT AND REAL ESTATE MAN- 
AGEMENT SERVICES (U.S. CLS. 100, 101 AND 102). 


SN 76-065,713. SUSAN G. KOMEN BREAST CANCER FOUNDA- 
TION, THE, DALLAS, TX. FILED 6-8-2000. 


Celebrating 
a Passion for 
Life. 


FOR CHARITABLE FUNDRAISING SERVICES, NAMELY, 
RAISING MONEY FOR BREAST CANCER RESEARCH AND 
RAISING MONEY FOR LOCAL COMMUNITY BREAST HEALTH 
AWARENESS PROGRAMS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 2-0-2000; IN COMMERCE 2-0-2000. 
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SN 76-065,744. N.A.C.O.L.A.H., CHICAGO, IL. FILED 6-7-2000. 


GRX-15 


FOR LIFE INSURANCE UNDERWRITING SERVICES (U.S. 
CLS. 100, 101 AND 102). 
FIRST USE 11-15-1999; IN COMMERCE 11-15-1999. 


SN 76-067,682. SEAWEST WINDPOWER, INC., SAN DIEGO, CA. 
FILED 6-12-2000. 


WINDPOWER FOR A CLEAN 
FUTURE 


FOR FINANCING SERVICES, NAMELY, PROJECT FINANC- 
ING FOR DEVELOPMENT, CONSTRUCTION AND OPERATION 
OF WIND PARKS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 2-25-1999; IN COMMERCE 2-25-1999. 


SN 76-068,322. WING BROADCASTING, INC., DUNWOODY, 
GA. FILED 6-9-2000. 


ACBANKS.COM 


FOR PROVIDING INFORMATION ON A GLOBAL COMPUTER 
INFORMATION NETWORK IN THE FIELD OF BANKING SPE- 
CIFICALLY RELATED TO COMMUNITY BANKS; NAMELY, A 
DIRECTORY ENABLING USERS TO LOCATE ONLINE COMMU- 
NITY BANKS BY ZIP CODE; THE ABILITY TO ORDER OR 
REORDER CHECKS ONLINE; THE ABILITY TO COMPARE IN- 
TEREST RATES PAID BY VARIOUS COMMUNITY BANKS ON 
CERTIFICATES OF DEPOSIT; AND EMPLOYMENT OPPORTU- 
NITIES WITHIN THE COMMUNITY BANK INDUSTRY (U.S. 
CLS. 100, 101 AND 102). 

FIRST USE 12-19-1999; IN COMMERCE 12-19-1999. 
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SN 76-068,354. DHUNN-CARR & SINGH LLC, BOSTON, MA. 
FILED 6-12-2000. 


DHUNN-CARR 


FOR FINANCIAL SERVICES, NAMELY, VENTURE CAPITAL, 
HEDGE FUND AND PRIVATE EQUITY MANAGEMENT AND 
INVESTMENT SERVICES; BUSINESS BROKERAGE AND ADVI- 
SORY SERVICES; FINANCIAL MANAGEMENT SERVICES (U.S. 
CLS. 100, 101 AND 102). 


SN 76-069,718. PAINEWEBBER 
WEEHAWKEN, NJ. FILED 6-12-2000. 


INCORPORATED, 


PW INSIGHTONE 


OWNER OF U.S. REG. NOS. 1,869,946, 2,169,949 AND OTH- 
ERS. 

FOR STOCK BROKERAGE, MONEY MANAGEMENT AND IN- 
VESTMENT ADVISORY SERVICES IN THE FINANCIAL FIELD 
(U.S. CLS. 100, 101 AND 102). 

FIRST USE 9-14-1999; IN COMMERCE 9-14-1999. 


SN 76-069,719. PAINEWEBBER 
WEEHAWKEN, NJ. FILED 6-12-2000. 


INCORPORATED, 


PAINEWEBBER INSIGHTONE 


OWNER OF U.S. REG. NOS. 1,869,946, 2,169,949 AND OTH- 
ERS. 

FOR STOCK BROKERAGE, MONEY MANAGEMENT AND IN- 
VESTMENT ADVISORY SERVICES IN THE FINANCIAL FIELD 
(U.S. CLS. 100, 101 AND 102). 

FIRST USE 9-14-1999; IN COMMERCE 9-14-1999. 
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SN 76-085.389. HEALTHCARE RECOVERIES, 
VILLE, KY. FILED 7-7-2000. 


INC., LOUIS- 


Trans PaC Solutions 
nN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**SOLUTIONS”’, APART FROM THE MARK AS SHOWN. 

FOR PROPERTY AND CASUALTY INSURANCE SUBROGA- 
TION SERVICES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 5-22-2000; IN COMMERCE 6-26-2000. 


SN 76-088,201. JACKSON NATIONAL LIFE INSURANCE COM- 
PANY, LANSING, MI. FILED 7-17-2000. 


SUREPATH 


FOR BANKING SERVICES, FEATURING CERTIFICATES OF 
DEPOSIT (U.S. CLS. 100, 101 AND 102). 


SN 78-003,452. BARON, MICHAEL W., NEW YORK, NY. FILED 
4-11-2000. 


LOANBUY 


FOR SECONDARY MARKET FINANCING WITH RESPECT TO 
TRUST DEEDS AND ALL TYPES OF MORTGAGES (U.S. CLS. 
100, 101 AND 102). 


SN 78-005,049. FUNDRAISING.COM, INC.. MEQUON, WI 
MERGER RADDATZ MARKETING COMPANIES, 
MEQUON, WI. FILED 4-21-2000. 


BY 
INC., 


SURF & SHARE 


FOR CHARITABLE FUNDRAISING SERVICES (U.S. CLS. 100, 
101 AND 102). 


SN 78-005,050. FUNDRAISING.COM, INC., MEQUON, WL BY 
MERGER RADDATZ MARKETING COMPANIES, _INC., 
MEQUON, WI. FILED 4-21-2000. 


SHARE-BAR 


FOR CHARITABLE FUNDRAISING SERVICES (U.S. CLS. 100, 
101 AND 102). 
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SN 75-633,966. ELBOWS & DERRIERES, INC., FRANKLIN, MI. 
FILED 2-8-1999. 


ELBOWS & DERRIERES INC. 
“ LABOR THAT WORKS” 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“*INC’’, APART FROM THE MARK AS SHOWN. 

FOR HOME DETAILING, NAMELY, DEEP CLEANING OF EV- 
ERYTHING IN THE HOME; CONSTRUCTION CLEANING, 
NAMELY CLEANING NEW HOUSES AFTER CONSTRUCTION 
IS COMPLETED; GENERAL LABOR, NAMELY, CLEANING OUT 
GARAGES, BASEMENTS AND ATTICS, POWER WASHING 
HOMES AND DECKS, WASHING CARS, DIGGING HOLES FOR 
CONSTRUCTION, TAKING TRASH TO THE CURB; CONSTRUC- 
TION SERVICES, NAMELY, HOUSE AND BUILDING DEMOLI- 
TION IN THE NATURE OF SMASHING WALLS, DRIVEWAYS, 
GARAGES AND SHEDS AND REMOVING THE DEBRIS TO A 
DUMP SITE (U.S. CLS. 100, 103 AND 106). 

FIRST USE 10-0-1992; IN COMMERCE 0-0-1997. 


SN 75-681,995. SAMARA INVESTMENTS, L.P., DBA WATER- 
FALL CAR WASH, LEWISVILLE, TX. FILED 4-16-1999. 


WATERFALL BRUSHLESS 
CAR WASH 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
““BRUSHLESS CAR WASH", APART FROM THE MARK AS 
SHOWN. 

FOR CAR CLEANING (U.S. CLS. 100, 103 AND 106). 

FIRST USE 10—1-1995; IN COMMERCE 10-1-1995. 


SN 75-752,221. GLOBAL ONE COMMUNICATIONS WORLD 
HOLDING B.V., 1070 AP AMSTERDAM, NETHERLANDS, 
FILED 7-15-1999. 


GLOBALONE 


OWNER OF U.S. REG. NO. 2,166,797. 

FOR REPAIR AND INSTALLATION OF TELECOMMUNI- 
CATIONS EQUIPMENT AND RELATED PARTS (U.S. CLS. 100, 
103 AND 106). 

FIRST USE 2-1-1996; IN COMMERCE 2-1-1996. 
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SN 75-753,974. J. RAY MCDERMOTT, S.A., NEW ORLEANS, 


LA. FILED 7-19-1999 


MENTOR 


OWNER OF U.S. REG. NO. 2,374,265. 

FOR CONSTRUCTION AND INSTALLATION OF SUBSEA, 
PIPELINE AND RISER SYSTEMS FEATURING SUBSEA TREES. 
SUBSEA CONTROL SYSTEMS, DIVER AND DIVERLESS CON- 
NECTION SYSTEMS, SUBSEA COMPLETION AND WELL 
INTERVENTION, ROV INTERVENTION, AND CONTROL 
BUOYS FOR OFFSHORE OIL AND GAS EXPLORATION AND 
PRODUCTION FACILITIES FOR OTHERS (U.S. CLS. 100, 103 
AND 106). 


SN 75-781,490. GOOD OTIS, L.L.C., SCHAUMBURG, IL 
10-30-1999, 


FILED 








The 
GOOD RANCH 


A PLANNED COMMUNITY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“*“A PLANNED COMMUNITY”, APART FROM THE MARK AS 
SHOWN. 

FOR RESIDENTIAL AND COMMERCIAL REAL ESTATE DE- 
VELOPMENT (U.S. CLS. 100, 103 AND 106). 

FIRST USE 3-16-1994; IN COMMERCE 3-16-1994. 


SN 75-787,699. WELCH, CHARLES, NORRISTOWN, PA. FILED 
8-30-1999. 


THE POWER FOR THE 
PEOPLE 


FOR CONSTRUCTION OF SOLAR POWERED COMPUTER 
CONNECTED ENVIRONMENTALLY FRIENDLY HOUSING (U.S. 
CLS. 100, 103 AND 106). 

FIRST USE 1-1-1996; IN COMMERCE 8-1-1998. 


SN 75-797,950. MATHIAS CORPORATION, DULUTH, GA. FILED 
9-11-1999. 


MATHIAS CORPORATION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“CORPORATION”, APART FROM THE MARK AS SHOWN. 

SEC. 2(F). 

FOR COMMERCIAL BUILDING CONSTRUCTION, RENOVA- 
TION, IMPROVEMENTS AND REPAIR (U.S. CLS. 100, 103 AND 
106) 

FIRST USE 10-0-1995; IN COMMERCE 11-0-1995. 
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SN 75-837,906. ALL PRO MAIDS, INC., LEWES, DE. FILED 
11-2-1999. 


ALL FRO MABDS 
ES 





NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**MAIDS”, *‘SWEEPING’’ AND “SINCE 1989", APART FROM 
THE MARK AS SHOWN. 

FOR RESIDENTIAL AND COMMERCIAL CLEANING SERV- 
ICE (U.S. CLS. 100, 103 AND 106). 

FIRST USE 10-0—-1995; IN COMMERCE 10-0-1999 


SN 76-008,049. CLOG PRO, INC., VANCOUVER, WA. FILED 
3-23-2000. 


CLOG PRO 


FOR PLUMBING REPAIR AND INSTALLATION SERVICES; 
DRAIN CLEANING (U.S. CLS. 100, 103 AND 106). 
FIRST USE 10-11-1996; IN COMMERCE 10-11-1996. 


SN 76-015,232. GHIZ COMPANY, INC., DBA CYBERSMART, 
TEMPE, AZ. FILED 3-31-2000. 


-COM READY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**.COM"’, APART FROM THE MARK AS SHOWN. 

FOR BUILDING INSPECTION IN THE COURSE OF BUILDING 
CONSTRUCTION, NAMELY, INSPECTING BUILDINGS AS 
BEING APPROPRIATELY WIRED TO PROVIDE INTERNET 
CONNECTIONS (U.S. CLS. 100, 103 AND 106). 


SN 76-031,886. EISENMEYER AND SHAW PARTNERSHIP, THE, 
SAN ANTONIO, TX. FILED 4-21-2000. 


‘*HONEY-DO””? HUSBANDS 


FOR RESIDENTIAL CONSTRUCTION AND REPAIR, NAME- 
LY, CARPENTRY, ELECTRICAL, PLUMBING, REMODELING, 
PAINTING, WALLPAPERING, CLEANING, PATCHING (U.S. 
CLS. 100, 103 AND 106). 

FIRST USE 2-0-2000; IN COMMERCE 2-0-2000. 
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SN 76-032,795. MAACO ENTERPRISES, INC., KING OF PRUS- 
SIA, PA. FILED 4-18-2000. 


SIGNATURE SERVICE 


OWNER OF U.S. REG. NO. 1,610,118. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“SERVICE”, APART FROM THE MARK AS SHOWN 

FOR AUTOMOBILE PAINTING SERVICES (U.S. CLS. 100, 103 
AND 106) 

FIRST USE 4-12-1989; IN COMMERCE 4-12-1989 


SN 76-041,573. COMPUTER PRO, INC., DULUTH, MN. FILED 
5-5-2000 


COMPUTERPRO 


FOR INSTALLATION AND REPAIR OF BUSINESS OFFICE 
COMPUTER SYSTEMS, COMPUTER HARDWARE, COMPUTER 
SOFTWARE, OFFICE MACHINERY AND OFFICE EQUIPMENT 
(U.S. CLS. 100, 103 AND 106). 

FIRST USE 2-0-1993; IN COMMERCE 2-0-1993 


SN 76-045,952 
ENCINITAS, CA. FILED 5-12-2000. 


TRANSMISS/ONS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**TRANSMISSIONS"’, APART FROM THE MARK AS SHOWN. 


THE MARK IS LINED FOR THE COLOR RED. 


THE ENGLISH TRANSLATION OF **CAMINO”’ IS “*ROAD”. 
FOR AUTOMOTIVE TRANSMISSION REPAIR/INSTALLATION 


(U.S. CLS. 100, 103 AND 106). 
FIRST USE 6-1-1990; IN COMMERCE 6-1-1990 
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SN 76-047,194. SUNDT COMPANIES, INC, THE, TUCSON, AZ 


FILED 5-15-2000. 


PROCESS § CON 





NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“*PROCESS CONSTRUCTORS", APART FROM THE MARK AS 
SHOWN. 

FOR CONSTRUCTION SERVICES, NAMELY, BUILDING IN- 
DUSTRIAL AND COMMERCIAL BUILDINGS (U.S. CLS. 100, 
103 AND 106). 

FIRST USE 1-26-2000; IN COMMERCE 1-26-2000. 


SN 76-048,355. SPIVEY CONSTRUCTION, INC., INDIANAPOLIS, 
IN. FILED 5-15-2000. 


Spivey 
Construction, Ine, 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“CONSTRUCTION, INC."", APART FROM THE MARK AS 
SHOWN. 

THE MARK CONSISTS, IN PART, OF A FANCIFUL LETTER 
“e 

FOR CONSTRUCTION SERVICES, NAMELY, RESIDENTIAL 
REMODELING SERVICES (U.S. CLS. 100, 103 AND 106). 

FIRST USE 0-0-1981; IN COMMERCE 0-0-1981. 


SN 76-050,850. SETTANNI, JOSEPH A., MILFORD, CT. FILED 
5-18-2000. 


Advanced 
Seamless Gutters 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
““SEAMLESS GUTTERS", APART FROM THE MARK AS 
SHOWN. 

FOR INSTALLATION, MAINTENANCE AND REPAIR OF 
SEAMLESS GUTTERS, EAVESTROUGHS, SOLARIUMS AND 
DOWNSPOUTS (U.S. CLS. 100, 103 AND 106). 

FIRST USE 1-1-1987; IN COMMERCE 1-1-1987 
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SN 76-054,710. PENINOU FRENCH LAUNDRY & CLEANERS, 
INC., SAN FRANCISCO, CA. FILED 5-22-2000. 


FOR THOSE WHO 
APPRECIATE THE 
DIFFERENCE 


FOR LAUNDRY SERVICES FOR CLOTH, CLOTHING, FAB- 
RIC, LINEN AND TEXTILES; DRY CLEANING SERVICES (U.S 
CLS. 100, 103 AND 106) 

FIRST USE 5-1-1995; IN COMMERCE 5-1-1995 


SN 76-057,089. TOMMY’'S ELECTRICAL 
EMERSON, NJ. FILED 5-25-2000 


SERVICES, INC., 


NEVER BE LEFT IN 
DARK 


THE 


FOR ELECTRICAL CONTRACTING (U.S. CLS. 100, 103 AND 
106) 
FIRST USE 0-0-1995, IN COMMERCE 0-0-1995. 


CLASS 38—COMMUNICATION 


SN 75-618,907. W.C.D. ENTERPRISES, 
FILED 1-11-1999 


INC., HOLMDEL, NJ. 


XMAIL 


FOR INTERNET E-MAIL SERVICES (U.S. CLS. 100, 101 AND 
104) 
FIRST USE 10-7-1998; IN COMMERCE 10-7--1998. 


SN 75-705,129. COHEN, STEPHEN MICHAEL, SAN DIEGO, CA 
FILED 6-7-1999 


DATEME.COM 


FOR PROVIDING ON-LINE ADULT CHAT ROOMS FOR 
TRANSMISSION OF MESSAGES AMONG COMPUTER USERS 
IN THE FIELD OF DATING, RELATIONSHIPS AND PERSONAL 
INTRODUCTION (U.S. CLS. 100, 101 AND 104) 

FIRST USE 8-1-1989, IN COMMERCE 8-1-1989 
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SN 75-787,514. ECIRCLES, INC., SAN MATEO, CA. FILED 
8-30-1999 


ECIRCLES POWERED! 


OWNER OF US. REG. NO. 2,283,174. 

FOR CHAT ROOM AND BULLETIN BOARD SERVICES, 
NAMELY PROVIDING AN ON-LINE FACILITY WHERE USERS 
CAN CREATE CHAT ROOMS ON THE TOPICS OF THE USER'S 
CHOOSINC AND NOTIFYING THE INDIVIDUALS WHOM THE 
USER HAS SELECTED AS CHAT ROOM PARTICIPANTS BY 
EMAIL INVITING THEM TO JOIN THE CHAT ROOM (U.S. CLS. 
100, 101 AND 104). 

FIRST USE 8-5-1999; IN COMMERCE 8-5-1999 


SN 75-797,775. NATIONAL GRID COMPANY PLC, THE, COV- 
ENTRY CV4 8JY, UNITED KINGDOM, FILED 9-13-1999. 


NATIONAL GRID 


FOR TELECOMMUNICATIONS SERVICES, NAMELY, LOCAL 
AND LONG DISTANCE TELEPHONE SERVICES, ISDN SERV- 
ICES, CELLULAR TELEPHONE SERVICES, AND SATELLITE 
TELEPHONE SERVICES; FIBER OPTIC TELEPHONE COMMU- 
NICATION SERVICES; AND RENTING FIBER OPTIC COMMU- 
NICATIONS LINES FOR USE BY OTHERS (U.S. CLS. 100, 101 
AND 104). 


SN 75-797,789. NATIONAL GRID COMPANY PLC, THE, COV- 
ENTRY CV4 8JY, UNITED KINGDOM, FILED 9-13-1999. 


FOR TELECOMMUNICATIONS SERVICES, NAMELY, LOCAL 
AND LONG DISTANCE TELEPHONE SERVICES, ISDN SERV- 
ICES, CELLULAR TELEPHONE SERVICES, AND SATELLITE 
TELEPHONE SERVICES; FIBER OPTIC TELEPHONE COMMU- 
NICATION SERVICES; AND RENTING FIBER OPTIC COMMU- 
NICATIONS LINES FOR USE BY OTHERS (U.S. CLS. 100, 101 
AND 104). 
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SN 75-799,446. GTE SERVICE CORPORATION, 
FILED 9-14-1999 


IRVING, TX. 


HEALTH CARE SOLUTIONS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“HEALTH CARE", APART FROM THE MARK AS SHOWN. 

FOR TELECOMMUNICATION SERVICES; NAMELY, THE 
ELECTRONIC TRANSMISSION OF VOICE, VIDEO AND DATA 
(U.S. CLS. 100, 101 AND 104) 


SN 75-808.245. WORLD COMPANY, THE, 
FILED 9-27-1999 


LAWRENCE, KS 


SUNFLOWER CABLEVISION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“CABLEVISION”’’, APART FROM THE MARK AS SHOWN 

FOR CABLE TELEVISION TRANSMISSION (U.S. CLS. 100, 
101 AND 104). 

FIRST USE 12-0-1971; IN COMMERCE 12-0-1971 


SN 75-819,684. 3VIEW.COM INC., 
10-12-1999 


NEW YORK, NY. FILED 


THE PEERLESS SOLUTION 
FOR BUSINESS 
COMMUNICATION AND 
COLLABORATION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“BUSINESS COMMUNICATION AND COLLABORATION”, 
APART FROM THE MARK AS SHOWN. 

FOR ELECTRONIC MAIL SERVICES, NAMELY, CREATION, 
MAINTENANCE AND HOSTING OF ELECTRONIC MAILING 
LISTS VIA GLOBAL COMPUTER NETWORKS (U.S. CLS. 100, 
101 AND 104). 


SN 75-823,887. NET2000 COMMUNICATIONS SERVICES, INC., 
HERNDON, VA. FILED 10-15-1999. 


E.MPOWER 


OWNER OF U.S. REG. NOS. 2,124,861 AND 2,136,616. 

FOR TELECOMMUNICATIONS SERVICES, NAMELY ELEC- 
TRONIC TRANSMISSION OF DATA RELATING TO CUSTOMER 
ACCOUNT INFORMATION (U.S. CLS. 100, 101 AND 104). 

FIRST USE 8-16-1999; IN COMMERCE 9-10-1999. 
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SN 75-829,333. HANCOCK-WOOD ELECTRIC COOPERATIVE, 
INC., NORTH BALTIMORE, OH. FILED 10-25-1999. 


MY UTILITY OF CHOICE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“UTILITY”, APART FROM THE MARK AS SHOWN. 

FOR TELECOMMUNICATIONS SERVICES, NAMELY, PRO- 
VIDING LOCAL AND LONG-DISTANCE TELEPHONE SERV- 
ICES (U.S. CLS. 100, 101 AND 104) 


SN 75-830,924. NEUMEDIA. INC., BUCKHANNON, WV. FILED 
10-25-1999. 





ie 


The definition of speed 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**NEW MEDIA"’, APART FROM THE MARK AS SHOWN. 

FOR TELECOMMUNICATION SERVICES, NAMELY, PRO- 
VIDING VOICE AND DATA TRANSMISSION SERVICES AND 
ACCESS SERVICES TO A GLOBAL COMPUTER INFORMATION 
NETWORK VIA HIGH-SPEED FIBER OPTICS (U.S. CLS. 100, 
101 AND 104). 

FIRST USE 9-1-1999; IN COMMERCE 9-1-1999 


SN 75-836,789. UNIVERSAL MICROELECTRONICS CO., LTD., 
TAICHUNG INDUSTRIAL PARK, TAIWAN, FILED 11-1-1999 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“UNIVERSAL MICROELECTRONICS”, APART FROM THE 
MARK AS SHOWN 

FOR TELECOMMUNICATION SERVICES, NAMELY RECEIPT 
AND DELIVERY OF MESSAGES, DOCUMENTS, IMAGES AND 
OTHER DATA BY ELECTRONIC TRANSMISSIONS; ELEC- 
TRONIC MAIL SERVICES, PROVIDING ON-LINE ELECTRONIC 
BULLETIN BOARDS AND ON-LINE CHAT ROOMS FOR 
TRANSMISSION OF MESSAGES AMONG COMPUTER USERS 
CONCERNING SUBJECTS OF CURRENT INTEREST (US. CLS. 
100, 101 AND 104). 


ume 


UNIVERSAL P-icn 


OELECTRONICS 


SN 75-840,992. HOMESTORE.COM, INC., THOUSAND OAKS, 
CA. FILED 11-4-1999. 


IHELP 


FOR ELECTRONIC INSTANT MESSAGING SERVICES, 
NAMELY, THE TRANSMISSION OF VOICE, TEXT, GRAPHIC, 
VIDEO AND AUDIO DATA (U.S. CLS. 100, 101 AND 104). 
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SN 75-843,687. FORD MOTOR COMPANY, DEARBORN, MI. 
FILED 11-8-1999. 


CONSUMER CONNECT 


FOR GLOBAL COMMUNICATION NETWORK FOR USE BY 
MANUFACTURERS, SUPPLIERS, RETAILERS AND CON- 
SUMERS; TELECOMMUNICATIONS AND MULTIMEDIA SERV- 
ICES, NAMELY, RADIO, TELEVISION, CABLE TELEVISION, 
SATELLITE, AND GLOBAL COMMUNICATIONS NETWORK 
BROADCASTING SERVICES: TELECOMMUNICATIONS SERV- 
ICES ALLOWING COMMUNICATIONS AMONG CUSTOMERS 
AND CUSTOMER SERVICE CENTERS, NAMELY, TELEPHONE 
AND GLOBAL COMPUTER NETWORK COMMUNICATION 
SERVICES; DELIVERY OF SAFETY, SECURITY, INFORMA- 
TION, AND ENTERTAINMENT SERVICES THROUGH WIRE- 
LESS COMMUNICATIONS; AUTOMATED EMERGENCY RE- 
SPONSE SERVICES, OPERATOR-BASED ASSISTANCE, ROAD- 
SIDE ASSISTANCE AND PERSONALIZED CONSUMER SERV- 
ICES, NAVIGATION SYSTEMS, VOICE RECOGNITION SYS- 
TEMS, TRAFFIC INFORMATION, ROUTE ASSISTANCE, INTER- 
NET ACCESS AND SATELLITE RADIO, THEFT TRACKING, 
TELEPHONE SERVICES, E-MAIL SERVICES, PAGING SERV- 
ICES, ELECTRONIC MAPS; TELEMATICS; GLOBAL COMMU- 
NICATION NETWORK SERVICES IN THE FIELDS MOTOR VE- 
HICLES AND THE ENVIRONMENT; ONLINE OWNER GUIDES; 
ONLINE VEHICLE INFORMATION GUIDES; ONLINE VEHICLE 
INFORMATION GUIDES WITH DATA ON EMISSION CERTIFI- 
CATIONS, RECYCLED CONTENT, RECYCLABILITY, FUEL 
ECONOMY, FEDERAL APPLICATIONS AND STATE CERTIFI- 
CATION; GLOBAL COMMUNICATIONS NETWORK IN THE 
FIELDS OF MOTOR VEHICLES, ONLINE SALES OF VEHICLES. 
VEHICLE PARTS AND SERVICE, ONLINE FINANCING OF VE- 
HICLES, ONLINE ORDERING OF VEHICLES TO THE PUR- 
CHASER’S SPECIFICATIONS, ONLINE DELIVERY OF INFOR- 
MATION RELATING TO VEHICLES, PURCHASING, ORDERING, 
BUSINESS AND ADVERTISING, CUSTOMER SERVICE, AND 
CUSTOMER RELATIONSHIP MANAGEMENT; DEVELOPMENT 
OF WEBSITES IN THE FIELDS OF MOTOR VEHICLES, ONLINE 
SALES OF VEHICLES, VEHICLE PARTS AND SERVICE, ON- 
LINE FINANCING OF VEHICLES, ONLINE ORDERING OF VE- 
HICLES TO THE PURCHASER’S SPECIFICATIONS, ONLINE DE- 
LIVERY OF INFORMATION RELATING TO VEHICLES, PUR- 
CHASING, ORDERING, BUSINESS AND ADVERTISING, CUS- 
TOMER SERVICE, AND CUSTOMER RELATIONSHIP MANAGE- 
MENT (U.S. CLS. 100, 101 AND 104). 


SN 75-855,621. UNIFIED COMMUNICATION, INC., FREMONT, 
CA. FILED 11-22-1999. 


JUST ONE NUMBER 


FOR UNIFIED COMMUNICATION TRANSMISSION SERV- 
ICES, NAMELY, TELEPHONY, VOICE, FACSIMILE, 
VOICEMAIL, FAXMAIL, MESSAGES, ELECTRONIC MAIL AND 
OTHER DATA BY MEANS OF GLOBAL COMPUTER NET- 
WORKS, FRAME RELAY, VIRTUAL PRIVATE NETWORKS, 
AND TELECOMMUNICATION NETWORKS (U.S. CLS. 100, 101 
AND 104). 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 38—(Continued). 


SN 75-856,068. UBUNDLE.COM, 
11-22-1999, 


INC., DALLAS, TX. FILED 


UBUNDLE.COM 


FOR PROVIDING INFORMATION FOR OTHERS REGARDING 
BUNDLING OF LOCAL, LONG DISTANCE, WIRELESS, DIAL 
AROUND, CABLE, DSL, BROADBAND WIRELESS, SATELLITE, 
UTILITY AND GLOBAL COMPUTER NETWORK SERVICES VIA 
A GLOBAL COMPUTER NETWORK (U.S. CLS. 100, 101 AND 
104). 


SN 75-856,069. UBUNDLE.COM, INC., DALLAS, TX. FILED 
11-22-1999. 


DISCOVER YOUR TELECOM 
AND ENERGY OPTIONS 


FOR PROVIDING INFORMATION FOR OTHERS REGARDING 
BUNDLING OF LOCAL, LONG DISTANCE, WIRELESS, DIAL 
AROUND, CABLE, DSL, BROADBAND WIRELESS, SATELLITE, 
UTILITY AND GLOBAL COMPUTER NETWORK SERVICES VIA 
A GLOBAL COMPUTER NETWORK (U.S. CLS. 100, 101 AND 
104). 


SN 75-856,070. UBUNDLE.COM, INC., DALLAS, TX. FILED 
11-22-1999. 


DISCOVER YOUR TELECOM 
OPTIONS 


FOR PROVIDING INFORMATION FOR OTHERS REGARDING 
BUNDLING OF LOCAL, LONG DISTANCE, WIRELESS, DIAL 
AROUND, CABLE, DSL, BROADBAND WIRELESS, SATELLITE, 
UTILITY AND GLOBAL COMPUTER NETWORK SERVICES VIA 
A GLOBAL COMPUTER NETWORK (U.S. CLS. 100, 101 AND 
104). 


SN 75-856,071. UBUNDLE.COM, INC., DALLAS, TX. FILED 
11-22-1999. 


DISCOVER YOUR UTILITY 
OPTIONS 


FOR PROVIDING INFORMATION FOR OTHERS REGARDING 
BUNDLING OF LOCAL, LONG DISTANCE, WIRELESS, DIAL 
AROUND, CABLE, DSL, BROADBAND WIRELESS, SATELLITE, 
UTILITY AND GLOBAL COMPUTER NETWORK SERVICES VIA 
A GLOBAL COMPUTER NETWORK (U.S. CLS. 100, 10! AND 
104). 
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CLASS 38—(Continued). 


SN 75-866,424. GSN GLOBAL SERVICES NETWORK (USA), 
INC., PORTLAND, OR. FILED 12-6-1999. 


y—~ 


FOR FACSIMILE TRANSMISSION AND STORAGE; ELEC- 
TRONIC MAIL TRANSMISSION AND STORAGE; TELEPHONE 
MESSAGING SERVICES; VOICE MESSAGING SERVICES; PAG- 
ING SERVICES; PERSONAL COMMUNICATION SERVICES; 
AUDIO TELECONFERENCING SERVICES; VIDEO  TELE- 
CONFERENCING SERVICES; VISUAL TELECONFERENCING 
SERVICES; CELLULAR, LOCAL AND LONG DISTANCE TELE- 
PHONE SERVICES (U.S. CLS. 100, 101 AND 104). 

FIRST USE 10-0-1998; IN COMMERCE |-0-1999. 


SN 75-872,664. FLIPSIDE, INC.. TORRANCE, CA. BY MERGER; 
BY CHANGE OF NAME WORLD OPPONENT NETWORK, 
INC., BELLEVUE, WA. FILED 12-14-1999. 


FLIPSIDE 


FOR TELECOMMUNICATIONS SERVICES, NAMELY PER- 
SONAL COMMUNICATIONS SERVICES OVER A GLOBAL 
COMPUTER NETWORK; PROVIDING ELECTRONIC MAIL 
SERVICES, ON-LINE CHAT ROOMS ON TOPICS RELATED TO 
ONLINE GAMING, AND INSTANT MESSAGING AMONG COM- 
PUTER USERS OVER A GLOBAL COMPUTER NETWORK (U.S. 
CLS. 100, 101 AND 104). 


SN 75-920,028. GANTNER, TONY, SAN FRANCISCO, CA. FILED 
2-3-2000. 


THE CONTENT IS THE 
MESSAGE 


FOR ONLINE MESSAGE BOARD SERVICES, NAMELY, A 
DISCUSSION IN THE FORM OF ELECTRONIC MESSAGES IN 
THE FIELD OF STOCKS, BONDS, COMMODITIES, CUR- 
RENCIES, AND BUSINESS-TO-BUSINESS EXCHANGES VIA A 
GLOBAL COMPUTER NETWORK (U.S. CLS. 100, 101 AND 104). 

FIRST USE 3-3-2000; IN COMMERCE 3-3-2000. 


OFFICIAL GAZETTE 


FEB 20, 2001 


CLASS 38—(Continued). 


SN 75-924,032. 
2-22-2000. 


VISITALK.COM, INC., PHOENIX, AZ. FILED 


VISIMAIL 


FOR PROVIDING VOICE, VIDEO AND DATA MESSAGING 
SERVICES OVER THE GLOBAL COMPUTER INFORMATION 
NETWORK (U.S. CLS. 100, 101 AND 104). 


SN 76-006,209. FLORISTS’ TRANSWORLD DELIVERY, 
DOWNERS GROVE, IL. FILED 3-21-2000. 


INC., 


i 
(| “A INTERNATIONAL 


RETRANS by FTD 


OWNER OF U.S. REG. NOS. 844,738, 1,269,424 AND OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**INTERNATIONAL"’, APART FROM THE MARK AS SHOWN. 

FOR COMMUNICATION SERVICES, NAMELY, RECEIVING 
AND FORWARDING GIFT AND FLORAL ORDERS VIA 
INTRANET, INTERNET, AND TELEPHONE (U.S. CLS. 100, 101 
AND 104). 


SN 76-014,874. GOSHOPWIRELESS.COM, _INC., 
PINES, CA. FILED 3-31-2000. 


PIEDMONT 


WEB ON THE GO 


FOR ELECTRONIC TRANSMISSION OF MESSAGES AND 
DATA VIA WIRELESS DEVICES (U.S. CLS. 100, 101 AND 104). 


SN 76-015,286. CAVU, INC., ORLANDO, FL. FILED 3-31-2000. 


CAVU 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“*INC’’, APART FROM THE MARK AS SHOWN. 

FOR TELECOMMUNICATION SERVICES, NAMELY, PRO- 
VIDING HIGH-SPEED ACCESS TO THE GLOBAL COMMU- 
NICATIONS NETWORK (U.S. CLS. 100, 101 AND 104). 

FIRST USE 2-9-2000; IN COMMERCE 2-9-2000. 
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CLASS 38—({Continued). 


SN 76-018,756. INTELLIGENT MEETINGS CORP., MASHPEE, 


MA. FILED 4-5-2000. 


INTELLIGENT MEETINGS 


FOR AUDIO AND VIDEO BUSINESS TELECONFERENCING 
SERVICES (U.S. CLS. 100, 101 AND 104). 
FIRST USE 9-0-1999; IN COMMERCE 9-0-1999. 


SN 76-036,065. LYCOS, INC, WALTHAM, MA. FILED 4-27-2000. 





(Go Buy It!) 





NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**BUY”’, APART FROM THE MARK AS SHOWN. 

FOR TELECOMMUNICATIONS SERVICES, NAMELY, PRO- 
VIDING ONLINE ELECTRONIC COMMERCE TELECOMMUNI- 
CATIONS SERVICES FOR RETAIL TRANSACTIONS OVER 
GLOBAL COMPUTER NETWORKS (U.S. CLS. 100, 101 AND 
104). 


SN 76-038,463. MOTIENT CORPORATION, RESTON, VA. FILED 
4-28-2000. 


EMAIL THAT GOES WHERE 
YOU GO 


FOR TELECOMMUNICATIONS SERVICES, NAMELY, WIRE- 
LESS INTERNET ACCESS, EMAIL AND PAGING SERVICES 
(U.S. CLS. 100, 101 AND 104). 


SN 76-038,661. PROXYMED, INC., FORT LAUDERDALE, FL. 
FILED 5—2-2000. 


‘ProxyMed 


Empowering Physicians with eSolutions 


FOR PROVIDING ACCESS, VIA A COMPUTER NETWORK 
SUCH AS A GLOBAL COMPUTER NETWORK, TO FACILITIES 
FOR ENABLING PHYSICIANS, PHARMACIES, LABORATORIES, 
PAYERS AND OTHERS IN THE FIELD OF HEALTHCARE TO 
ENTER AND PROCESS TRANSACTIONS IN THE FIELD OF 
HEALTHCARE THROUGH THE SECURE EXCHANGE OF ELEC- 
TRONIC MESSAGES (U.S. CLS. 190, 101 AND 104). 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 38—(Continued). 


SN 76-042,012. HOULISTON-OTTO, DEBORAH B., DAYTON, 
OH. FILED 5-5-2000. 


EGABBLE 


FOR TRANSMISSION OF DATA VIA COMPUTER TERMI- 
NALS; PROVIDING ON-LINE COMMUNICATION SERVICES 
FOR TRANSMISSION OF MESSAGES AMONG COMPUTER 
USERS; PROVIDING AN ON-LINE COMPUTER DATABASE FOR 
CREATING MULTIMEDIA MESSAGES FOR TRANSMISSION 
BETWEEN COMPUTER USERS (U.S. CLS. 100, 101 AND 104). 


SN 76-049,295. EDGE2NET, INC., KIRKLAND, WA. FILED 
5-16-2000. 


CONNECTING ASIA WITH 
THE WORLD 


FOR INTERNATIONAL LONG DISTANCE TELECOMMUNI- 
CATIONS SERVICES (U.S. CLS. 100, 101 AND 104). 


SN 76-055,635. SUNDANCE CHANNEL L.L.C., NEW YORK, NY. 
FILED 5-24-2000. 


SHORTS STOP 


FOR TELEVISION BROADCASTING SERVICES, CABLE TEL- 
EVISION BROADCASTING SERVICES AND SUBSCRIPTION 
TELEVISION BROADCASTING SERVICES (U.S. CLS. 100, 101 
AND 104). 

FIRST USE 12-0-1998; IN COMMERCE 12-0-1998. 


SN 76-055,643. SUNDANCE CHANNEL L.L.C., NEW YORK, NY. 
FILED 5-24-2000. 


SATURDAY NIGHT SPECIAL 


FOR TELEVISION BROADCASTING SERVICES, CABLE TEL- 
EVISION BROADCASTING SERVICES AND SUBSCRIPTION 
TELEVISION BROADCASTING SERVICES (U.S. CLS. 100, 101 
AND 104). 

FIRST USE 12-0-1998; IN COMMERCE 12-0-1998. 
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SN 76-060,235. NETILLA NETWORKS INCORPORATED, SOM- 
ERSET, NJ. BY CHANGE OF NAME NETILLA NETWORKS 
INC., SOMERSET, NJ. FILED 5-31-2000. 


NETILLA VIRTUAL OFFICE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“VIRTUAL OFFICE"’, APART FROM THE MARK AS SHOWN. 

FOR REMOTE ACCESS SERVICE, SPECIFICALLY A SERVICE 
THROUGH WHICH A REMOTELY LOCATED CLIENT COM- 
PUTER CAN ACCESS, THROUGH A CONNECTION TO A GLOB- 
AL INFORMATION NETWORK, APPLICATIONS RUNNING ON 
AN OFFICE NETWORK, THROUGH A BROWSER RUNNING ON 
THE CLIENT COMPUTER, AND REMOTELY EXECUTE THOSE 
APPLICATIONS (U.S. CLS. 100, 101 AND 104). 

FIRST USE 4-24-2000; IN COMMERCE 4-24-2000 


SN 76-060,995. TELEZOO.COM, CORPORATION, ARLINGTON, 
VA. FILED 6-1-2000. 


ZOOCOMMERCE 


FOR PROVIDING INFORMATION AND COMPARATIVE 
ANALYSIS OF THE TELECOMMUNICATIONS GOODS AND 
SERVICES OF OTHERS VIA A GLOBAL COMPUTER NET- 
WORK (U.S. CLS. 100, 101 AND 104). 


SN 76-062,897. NICOM TELEMANAGEMENT, INC., ENCINITAS, 
CA. FILED 6-6-2000. 


WHO’S YOUR DATA? 


FOR PROVIDING TELECOMMUNICATIONS CONNECTIONS 
TO THE INTERNET (U.S. CLS. 100, 101 AND 104). 


SN 76-064,231. EZ PITTSBURGH, INC., NEW YORK, NY. FILED 
6-6-2000 


STAR 100.7 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**100.7°°, APART FROM THE MARK AS SHOWN. 

FOR RADIO BROADCASTING SERVICES (U.S. CLS. 100, 101 
AND 104). 

FIRST USE 6-2-2000; IN COMMERCE 6-2-2000 


OFFICIAL GAZETTE 


FEB 20, 2001 
CLASS 38—(Continued). 


SN 76-069,105. NETWORK TELEPHONE CORPORATION, PEN- 
SACOLA, FL. FILED 6-13-2000. 


FOR TELECOMMUNICATIONS SERVICES, NAMELY, LOCAL 
TELEPHONE SERVICES, LONG DISTANCE TELEPHONE SERV- 
ICES, AND GLOBAL COMPUTER NETWORK ACCESS SERV- 
ICES (U.S. CLS. 100, 101 AND 104). 

FIRST USE 4-0-1998; IN COMMERCE 4-0-1998. 


SN 76-073,779. READYCOM, INC., CHAPEL HILL, NC. FILED 
6-20-2000. 


EXPRESSENGER 


FOR WIRELESS ELECTRONIC VOICE MESSAGING, NAME- 
LY, THE RECORDING, STORAGE AND SUBSEQUENT TRANS- 
MISSION OF VOICE MESSAGES BY WIRELESS MESSAGING 
SERVICES, AND ELECTRONIC STORE-AND-FORWARD MES- 
SAGING SERVICES (U.S. CLS. 100, 101 AND 104). 


CLASS 39—TRANSPORTATION AND 
STORAGE 


SN 75-531,202. DIGIORGIO CORPORATION, CARTERET, NJ. 
FILED 8-5-1998. 


EASYGROCER 


OWNER OF U.S. REG. NO. 1,891,461. 

FOR DELIVERY OF FOOD AND GROCERIES ORDERED VIA 
THE GLOBAL COMPUTER NETWORK (U.S. CLS. 100 AND 105). 

FIRST USE 5-31-1999; IN COMMERCE 5-31-1999. 





FEB 20, 2001 


CLASS 39—(Continued). 


SN 75-813,228. OWEN, 
10-1-1999. 


JEFFREY S., AUSTIN, TX. FILED 


1-800-4-RU-LOST 


FOR TRAVEL INFORMATION SERVICES, NAMELY, PRO- 
VIDING POINT-TO-POINT DRIVING INSTRUCTIONS AND DI- 
RECTIONS BY TELEPHONE, FACSIMILE AND COMPUTER 
(U.S. CLS. 100 AND 105). 

FIRST USE 7-1-1999; IN COMMERCE 7-1-1999. 


SN 75-815,542. BROWN, BRENDA, PALM HARBOR, FL. FILED 
10-27-1999. 


(tided 
OPS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**TOURS”’, APART FROM THE MARK AS SHOWN. 

FOR ARRANGING TRAVEL TOURS SPECIALIZING IN 
THEMED TOURS AND EXCURSIONS AND TRAVEL AGENCY 
SERVICES, NAMELY, MAKING RESERVATIONS AND BOOK- 
INGS FOR TRANSPORTATION (U.S. CLS. 100 AND 105). 


SN 75-822,425. DUCK CORPORATION, THE, NEW YORK, NY. 
FILED 10-14-1999. 


ON2TRAVEL 


FOR ONLINE SERVICES, NAMELY, PROVIDING INFORMA- 
TION ABOUT TRAVEL; PROVIDING INFORMATION THROUGH 
STREAMING VIDEO ABOUT TRAVEL; PROVIDING AN ELEC- 
TRONIC DATABASE FEATURING INFORMATION ABOUT 
TRAVEL AND TRANSPORTATION TICKETS VIA BROADBAND 
WEB SITES VIA A GLOBAL COMPUTER NETWORK (U.S. CLS. 
100 AND 105). 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 39—(Continued). 


SN 75-877,502. GILBERTSON, JACQUELINE, BEVERLY HILLS, 
CA. FILED 12-15-1999. 


CULTURE CAPSULES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**CULTURE”’, APART FROM THE MARK AS SHOWN. 

FOR TRAVEL SERVICES, NAMELY, ARRANGING TRAVEL 
VACATION PACKAGES AND TOURS (U.S. CLS. 100 AND 105). 


SN 76-014,400. RIDESOURCE.COM, MOUNTAIN VIEW, CA. 
FILED 3-30-2000. 


RIDESOURCE.COM 


FOR ONLINE AND CALL CENTER GROUND TRANSPOR- 
TATION RESERVATION SERVICES (U.S. CLS. 100 AND 105). 
FIRST USE 8-0-1999; IN COMMERCE 8-0-1999. 


SN 76-020,949. ASCENT TECHNOLOGY, INC., CAMBRIDGE, 
MA. FILED 4-7-2000. 


FROM TOUCHDOWN TO 
TAKEOFF 


FOR PROVIDING A WEB SITE ON A GLOBAL COMPUTER 
NETWORK FOR AIRPORTS AND AIRLINES TO SCHEDULE 
AND ALLOCATE ARRIVAL AND DEPARTURE SLOTS, GATES, 
CHECK-IN COUNTERS, BAGGAGE BELTS, PARKING POSI- 
TIONS AND GROUND PERSONNEL (U.S. CLS. 100 AND 105). 


SN 76-052,167. TKT, INC., NASHVILLE, IL. FILED 5-19-2000. 


IL: 


FOR WAREHOUSE STORAGE; RENTAL OF WAREHOUSE 
SPACE; FREIGHT TRANSPORTATION, DISTRIBUTION AND 
DELIVERY OF GOODS BY TRUCK (U.S. CLS. 100 AND 105). 

FIRST USE 3-0-1994; IN COMMERCE 3-0-1994. 





TM 256 


CLASS 39—(Continued). 


SN 76-054,299. EXPRESSTRAK, L.L.C., DETROIT, MI. 
5-23-2000. 


FILED 


RAPID-MODAL 


FOR TRANSPORT BY RAIL OF PERISHABLE COMMODITIES 
AND OTHER GOODS; TRANSPORT BY TRUCK OF PERISH- 
ABLE COMMODITIES AND OTHER GOODS; STORAGE OF 
PERISHABLE COMMODITIES; PACKAGING ARTICLES FOR 
TRANSPORTATION (U.S. CLS. 100 AND 105). 

FIRST USE 4-11-2000; IN COMMERCE 4-11-2000. 


SN 76-059,731. LEANLOGISTICS.COM, HOLLAND, MI. FILED 
5-31-2000. 


THE RIGHT LOAD. THE 
RIGHT LANE. IT’S A 
PERFECT MATCH. 


FOR TRANSPORTATION SERVICES, NAMELY, SUPPLY 
CHAIN MANAGEMENT FOR BUYING AND SELLING FREIGHT 
TRANSPORTATION SERVICES VIA THE GLOBAL COMPUTER 
NETWORK (U.S. CLS. 100 AND 105). 


CLASS 40—MATERIAL TREATMENT 


SN 75-739,692. PETROLVALVES (G.B.) LIMITED, HOUNSLOW, 
MIDDLESEX TW3 4HT, GREAT BRITAIN, FILED 6-28-1999. 


THE MARK CONSISTS OF THE LETTERS **PV"’ APPEARING 
WITHIN A TRIANGLE 

FOR MANUFACTURE OF LARGE SCALE VALVES FOR THE 
ORDER AND SPECIFICATION OF OTHERS (U.S. CLS. 100, 103 
AND 106). 

FIRST USE 0-0-1956; IN COMMERCE 0-0-1970. 


OFFICIAL GAZETTE 


FEB 20, 2001 
CLASS 40—{Continued). 


SN 75-762,923. DUROC AB, S-904 02 UMEA, SWEDEN, FILED 
7-28-1999. 


DUROC 


FOR METAL TREATMENT SERVICES, NAMELY, METAL 
TEMPERING, GALVANIZING, CHROMIUM PLATING AND 
LASER TREATMENT (U.S. CLS. 100, 103 AND 106). 


SN 75-824,058. ELECTRONIC INSTRUMENTATION AND TECH- 
NOLOGY, INC., DBA EIT, INC., STERLING, VA. FILED 
10-15-1999. 


OWNER OF US. REG. NOS. 
1,702,170. 

FOR CUSTOM MANUFACTURING OF ELECTRONIC SYS- 
TEMS AND COMPONENTS (U.S. CLS. 100, 103 AND 106). 

FIRST USE 6-30-1999; IN COMMERCE 6-30-1999. 


1,144,012, 1,698,801 AND 


SN 75-833,857. GLOBAL BIOSCIENCES, INC., NORWOOD, MA. 
FILED 10-28-1999. 


GLOBAL BIOSCIENCES, INC. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**INC.”’, APART FROM THE MARK AS SHOWN. 

FOR ENVIRONMENTAL REMEDIATION SERVICES, NAME- 
LY, SOIL AND GROUNDWATER TREATMENT SERVICES (U.S. 
CLS. 100, 103 AND 106). 

FIRST USE 1-0-1999; IN COMMERCE 1-0-1999. 


SN 75-843,689. FORD MOTOR COMPANY, DEARBORN, MI. 
FILED 11-8-1999. 


CONSUMER CONNECT 


FOR MANUFACTURE OF COMPONENTS TO THE ORDER 
AND SPECIFICATION OF OTHERS; MANUFACTURE OF 
MOTOR VEHICLES AND COMPONENTS TO THE ORDER AND 
SPECIFICATION OF OTHERS; RECYCLING (U.S. CLS. 100, 103 
AND 106). 
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SN 75-877,203. SEATING INC., NUNDA, NY. FILED 12-21-1999 


STAMINIZE 


FOR CUSTOM MANUFACTURE OF OFFICE FURNITURE (U.S 
CLS. 100, 103 AND 106). 
FIRST USE 10-1-1998; IN COMMERCE 10-1-1998. 


SN 75-914,953. OLVER LABORATORIES 
BLACKSBURG, VA. FILED 2-11-2000. 


A WORLD OF 
ENVIRONMENTAL 
RESOURCES ON TAP 


FOR ENVIRONMENTAL REMEDIATION SERVICES, NAME- 
LY, SOIL, WASTE AND/OR WATER TREATMENT SERVICES 
(U.S. CLS. 100, 103 AND 106). 

FIRST USE 12-0-1999; IN COMMERCE 12-0-1999. 


SN 75-931,647. COLDFIRE T.C. 
LARGO, FL. FILED 2-29-2000. 


INTERNATIONAL, _ INC., 


COLD {ire 


THE MARK IS LINED FOR THE COLOR RED IN THE CEN- 
TER CIRCLE; THE SECOND CIRCLE IS LINED FOR THE 
COLOR ORANGE; THE OUTER CIRCLE IS LINED FOR THE 
COLOR YELLOW; THE LOWER PORTION OF THE MOUNTAIN 
IS LINED FOR THE COLOR GRAY; AND THE WORD “‘FIRE”’ 
IS LINED FOR THE COLOR RED. 

FOR CRYOGENIC TEMPERING SERVICES WHEREBY 
METAL IS HEATED AND COOLED FOR THE PURPOSE OF 
STRENGTHENING THE METAL (U.S. CLS. 100, 103 AND 106). 





INCORPORATED, 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


SN 74-054,224. POE, CURTIS L., SAN ANTONIO, TX. FILED 
4-30-1990 


IRONMAN 


FOR ENTERTAINER SERVICES IN THE FIELD OF WRES- 
TLING (U.S. CL. 107). 
FIRST USE 5-0-1985; IN COMMERCE 5-0-1985. 


SN 75-565,865. OJOMOH, CLIFFORD, B-2600 ANTWERPEN 
(BERCHEM), BELGIUM, FILED 10-1-1998. 


OWNER OF BENELUX REG. NO. 630335, DATED 4-3-1998, 
EXPIRES 4-3-2008. 

FOR ORGANIZING SPORTS EVENTS, COMPETITIONS AND 
QUIZZES FOR ENTERTAINMENT PURPOSES, CONDUCTING 
LOTTERIES AND GAMES OF CHANCE FOR OTHERS (U.S. CLS. 
100, 101 AND 107). 





TM 258 


CLASS 41—(Continued). 


SN 75-566,635. GREENMOUTAIN.COM COMPANY, SOUTH 
BURLINGTON, VT. BY MERGER GREEN MOUNTAIN EN- 
ERGY RESOURCES L.L.C., SOUTHBURLINGTON, VT. FILED 
10-7-1998 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**FESTIVAL”’, APART FROM THE MARK AS SHOWN 

THE MARK CONSISTS, IN PART, OF A STYLIZED GLOBE 
WITH THE OUTLINE OF NORTH AMERICA. 

FOR ENTERTAINMENT, NAMELY, ARRANGING 
MUSIC CONCERTS (U.S. CLS. 100, 101 AND 107) 

FIRST USE 9-10-1998; IN COMMERCE 9-10-1998 


LIVE 


SN 75-586,200. RICHARD M. MILBURN HIGH SCHOOL, INC., 
WOODBRIDGE, VA. FILED 11-10-1998. 


WISE 


FOR EDUCATIONAL SERVICES, NAMELY, OFFERING HIGH 
SCHOOL DIPLOMAS BY AN EDUCATIONAL PROGRAM THAT 
IS OFFERED ON COMPUTER NETWORKS, AND IN PAR- 
TICULAR ON THE GLOBAL COMPUTER NETWORK, PRO- 
VIDING A COURSE OF INSTRUCTION AT THE SECONDARY 
LEVEL, AND DISTRIBUTING COURSE MATERIALS IN CON- 
NECTION THEREWITH (U.S. CLS. 100, 101 AND 107) 

FIRST USE 3-0-1998; IN COMMERCE 6-23-1999. 


SN 75-622,196. AMERICAN COLLEGE, THE, BRYN MAWR, PA. 
FILED 8-14-1998 


RHU 


FOR EDUCATIONAL SERVICES, NAMELY, CONDUCTING 
CLASSES, SEMINARS, AND CONFERENCES IN THE FIELDS 
OF DISABILITY INCOME AND HEALTH INSURANCE; OFFER- 
ING AND ADMINISTERING EXAMINATIONS FOR INSURANCE 
PROFESSIONALS ON COMPUTER TERMINALS IN THE FIELDS 
OF DISABILITY INCOME AND HEALTH INSURANCE (U.S. 
CLS. 100, 101 AND 107). 

FIRST USE 4-1-1995; IN COMMERCE 4-1-1995. 


OFFICIAL GAZETTE 
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SN 75-641,692. TWO DEGREES, INC., SEATTLE, WA. BY 
CHANGE OF NAME ACCOUNTING QUEST, LLC, SEATTLE, 
WA. FILED 2-16-1999. 


2 DEGREES 


FOR TELEVISION PROGRAMMING; RADIO PROGRAMMING, 
PROGRAMMING ON A GLOBAL COMPUTER NETWORK; EN- 
TERTAINMENT IN THE NATURE OF ON-GOING TELEVISION 
PROGRAMS IN THE FIELDS OF BUSINESS AND EMPLOY- 
MENT; ENTERTAINMENT IN THE NATURE OF ON-GOING 
RADIO PROGRAMS IN THE FIELDS OF BUSINESS AND EM- 
PLOYMENT; EDUCATIONAL AND ENTERTAINMENT SERV- 
ICES, NAMELY, PROVIDING MOTIVATIONAL AND EDU- 
CATIONAL SPEAKERS; ENTERTAINMENT SERVICES, NAME- 
LY, PROVIDING A RADIO PROGRAM IN THE FIELDS OF EM- 
PLOYMENT AND BUSINESS VIA A GLOBAL COMPUTER NET- 
WORK; ENTERTAINMENT SERVICES, NAMELY, PROVIDING 
A TELEVISION PROGRAM IN THE FIELDS OF EMPLOYMENT 
AND BUSINESS VIA A GLOBAL COMPUTER NETWORK; 
MULTIMEDIA ENTERTAINMENT SOFTWARE PRODUCTION 
SERVICES; AUDIO RECORDING AND PRODUCTION SERV- 
ICES; MOTION PICTURE FILM PRODUCTION; RADIO ENTER- 
TAINMENT PRODUCTION; RECORD PRODUCTION; VIDEO 
PRODUCTION: ARRANGING AND CONDUCTING’ EDU- 
CATIONAL CONFERENCES; EDUCATIONAL DEMONSTRA- 
TIONS: DEVELOPING EDUCATIONAL MATERIALS FOR OTH- 
ERS IN THE FIELDS OF EMPLOYMENT AND BUSINESS; DE- 
VELOPMENT AND DISSEMINATION OF EDUCATIONAL MA- 
TERIALS OF OTHERS IN THE FIELDS OF EMPLOYMENT AND 
BUSINESS; EDUCATIONAL SERVICES, NAMELY, CON- 
DUCTING CLASSES, SEMINARS, CONFERENCES, WORK- 
SHOPS IN THE FIELDS OF EMPLOYMENT AND BUSINESS 
AND DISTRIBUTION OF COURSE MATERIALS IN CONNEC- 
TION THEREWITH (U.S. CLS. 100, 101 AND 107). 


SN 75-662,780. KTB FLORIDA SPORT ARENA, FARMINGTON 
HILLS, MI. FILED 3-18-1999. 


SWAMPEE 


FOR ENTERTAINMENT SERVICES IN THE NATURE OF A 
TEAM MASCOT FOR A PROFESSIONAL HOCKEY TEAM (U.S. 
CLS. 100, 101 AND 107). 

FIRST USE 11-19-1998; IN COMMERCE 11-19-1998. 
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SN 75-673,401. SCHERING AKTIENGESELLSCHAFT 
BERLIN, FED REP GERMANY, FILED 4-1-1999 


D-13342 


yWhW ae, 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 

PHARMACY’ AND **PROGRAM”’, APART FROM THE MARK 
AS SHOWN 

THE LINING IN THE DRAWING IS A FEATURE OF THE 
MARK AND IS NOT INTENDED TO INDICATE COLOR. 

FOR EDUCATIONAL SERVICES, NAMELY. PROVIDING 
TRAINING TO RETAIL PHARMACIES AND WHOLESALE DIS- 
FRIBUTORS IN THE FIELD OF SALES INCENTIVE AWARD 
PROGRAMS; EDUCATIONAL SERVICES, NAMELY, CON- 
DUCTING CLASSES, SEMINARS, LECTURES, AND TRAINING 
PROGRAMS IN THE FIELD OF HEALTHCARE AND DISTRIB- 
UTING COURSE MATERIALS, NAMELY, MANUALS, VIDEO- 
TAPES, AND BOOKLETS IN CONNECTION THEREWITH (U.S 
CLS. 100, 101 AND 107) 


SN 75-676,156. ESPN, INC., BRISTOL, CT. FILED 4-6-1999 


NO DRAWING-SENSORY 
MARK 


THE MARK CONSISTS OF THE FOLLOWING SIX MUSICAL 
NOTES PLAYED IN A FAST TEMPO: *‘D, C SHARP, D, D, 
C SHARP, D”’. 

FOR PRODUCTION AND DISTRIBUTION OF TELEVISION 
AND RADIO ENTERTAINMENT AND SPORTS PROGRAMS 
(U.S. CLS. 100, 101 AND 107). 

FIRST USE 9-1-1989; IN COMMERCE 9-1~1989 


SN 75-679.972. MINNESOTA STATE LOTTERY AGENCY, ROSE- 


VILLE, MN. FILED 4-12-1999 


BBQ BINGO 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 


**BINGO”’, APART FROM THE MARK AS SHOWN 
FOR LOTTERY SERVICES (US. CLS. 100, 101 


AND 107). 
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SN 75-682,795. TEXAS INSTRUMENTS INCORPORATED, DAL- 


LAS, TX. FILED 4-14-1999. 


0@0 


FOR TRAINING, NAMELY, CLASSES, SEMINARS, LEC- 
TURES, WORKSHOPS, CONFERENCES, GROUPS DISCUSSIONS, 
FOR EDUCATORS INTERESTED IN ENHANCING THE TEACH- 
ING AND LEARNING OF MATHEMATICS AND SCIENCE 
THROUGH APPROPRIATE USE OF HANDHELD TECHNOLOGY, 
NAMELY, CALCULATORS AND COMPUTERS AND DISTRIB- 
UTING COURSE MATERIALS DEVELOPED BY TEAMS OF 
EDUCATORS IN CONNECTION HEREWITH (U.S. CLS. 100, 101 
AND 107). 

FIRST USE 1-25-1995; IN COMMERCE 1-25-1995 


SN 75-690,416. DAVIS, ROBERT KENT, MT. HOLLY, NJ. FILED 
5-20-1999. 


MAN VS. MACHINE 


FOR ENTERTAINMENT SERVICES, NAMELY, THE PRODUC- 
TION OF DEMONSTRATIONS AND SHOWS FEATURING 
FIGHTS BETWEEN HUMAN AND ROBOT PERFORMERS REN- 
DERED LIVE AND THROUGH THE MEDIA OF TELEVISION 
(U.S. CLS. 100, 101 AND 107). 
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SN 75-707,882. URBAN MINISTRIES, INC.. CALUMET CITY, 
IL. FILED 5-18-1999. 


Communications 


OWNER OF U.S. REG. NOS. 2,208,872, 2,242,588 AND OTH- 
ERS 

NO CLAIM IS. MADE TO THE EXCLUSIVE RIGHT TO USE 
**COMMUNICATIONS", APART FROM THE MARK AS SHOWN. 

FOR PUBLISHING SERVICES, NAMELY, PUBLISHING 
BOOKS AND MAGAZINES OF OTHERS; PRODUCTION OF 
VIDEO TAPES AND TELEVISION PROGRAMS CONCERNING 
RELIGION (U.S. CLS. 100, 10! AND 107) 


SN 75-741,541. GONCALVES, PAUL, LONG ISLAND CITY, NY. 
AND RIVERA, RAY, LONG ISLAND CITY, NY. FILED 
6-30-1999. 


FOR ENTERTAINMENT SERVICES; NAMELY, PERFORM- 
ANCES BY A LIVE MUSICAL BAND (U.S. CLS. 100, 101 AND 
107). 

FIRST USE 5-9-1999; IN COMMERCE 7-2-1999 


SN 75-753,081. GREAT MARATHON RUNNERS CORPORATION, 
NEW BRIGHTON, PA. FILED 7-14-1999 


CHINDO 


FOR PRIVATE AND CLASSROOM INSTRUCTION IN TAI CHI 
AND KUNG FU FOR HEALTH, FITNESS AND SELF DEFENSE 
(U.S. CLS. 100, 101 AND 107). 

FIRST USE 10-6-1998; IN COMMERCE 10-6-1998. 
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SN 75-762,096. ANTIOCH UNIVERSITY, YELLOW SPRINGS, 
OH. FILED 11-16-1998 


ANTIOCH SEATTLE 


OWNER OF U.S. REG. NOS. 2,305,941, 2,308,952 AND OTH- 
ERS. 

NO CLAIM iS MADE TO THE EXCLUSIVE RIGHT TO USE 
**SEATTLE”’, APART FROM THE MARK AS SHOWN 

FOR EDUCATIONAL SERVICES, NAMELY, UNDER- 
GRADUATE AND GRADUATE COLLEGE COURSES (U.S. CLS. 
160, 101 AND 107). 

FIRST USE 12-31-1975; IN COMMERCE 12-31-1975. 


SN 75-762,098. ANTIOCH UNIVERSITY, YELLOW SPRINGS, 
OH. FILED 11-16-1998. 


ANTIOCH SOUTHERN 
CALIFORNIA 


OWNER OF U.S. REG. NOS. 2,305,941, 2,308,952 AND OTH- 
ERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“SOUTHERN CALIFORNIA", APART FROM THE MARK AS 
SHOWN. 

FOR EDUCATIONAL SERVICES, NAMELY, UNDER- 
GRADUATE AND GRADUATE COLLEGE COURSES (U.S. CLS. 
100, 101 AND 107). 

FIRST USE 12-31-1972; IN COMMERCE 12-31-1972. 


SN 75-774,309. TIVO INC., SUNNYVALE, CA. FILED 8-12-1999. 


TIVOLUTION 


FOR ENTERTAINMENT SERVICES PROVIDING ON SCREEN 
MAGAZINE AND GUIDE FOR TELEVISION VIEWERS CON- 
CERNING TELEVISION PROGRAMMING (U.S. CLS. 100, 101 
AND 107). 

FIRST USE 3-31-1999; IN COMMERCE 3-31-1999. 


SN 75-784,867. THE TRUSTEES OF THE LOIS POPE LIFE 
FOUNDATION, A DELAWARE TRUST, THE TRUSTEES 
COMPRISING LOIS B. POPE AND ROBERT C. MILLER, 
BOTH US CITIZENS, MANALAPAN, FL. FILED 8-28-1999. 


LIFE’S UNSUNG HERO 


FOR EDUCATIONAL SERVICE, NAMELY, PROVIDING IN- 
CENTIVES TO YOUNG PEOPLE TO DEMONSTRATE EXCEL- 
LENCE IN THE FIELD OF VOLUNTEERING, COMMUNITY 
SERVICE, AND LEADERSHIP THROUGH THE ISSUANCE OF 
AWARDS (U.S. CLS. 100, 101 AND 107). 

FIRST USE 11-13-1966; IN COMMERCE 11-13-1966. 
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SN 75-798,031. CUSANO, VINCENT, BRENTWOOD, TN. FILED 
9-11-1999. 


GUITARMAGEDDON 


FOR ENTERTAINMENT SERVICES, NAMELY LIVE PER- 
FORMANCES RENDERED BY A VOCALIST (U.S. CLS. 100, 101 
AND 107) 

FIRST USE 5-1-1988; IN COMMERCE 5-1-1988 


SN 75-798,515. HASCO INTERNATIONAL, INC., ST. CHARLES, 
MO. FILED 9-14-1999. 


GROWING FAMILY 


FOR EDUCATIONAL SERVICES, NAMELY CLASSES, SEMI- 
NARS, CONFERENCES AND WORKSHOPS IN THE FIELD OF 
PRENATAL EDUCATION AND CARE OF INFANTS; PROVIDING 
EDUCATIONAL RESOURCES FOR PRENATAL EDUCATORS IN- 
CLUDING INSTRUCTION IN TEACHING TECHNIQUES (U.S. 
CLS. 100, 101 AND 107). 


SN 75-805,354. NEWSBOYS, INC., FRANKLIN, TN. BY ASSIGN- 
MENT HOLLINGSWORTH, MARK, FRANKLIN, TN. FILED 
10-14-1999. 


CIRCUS CON DIOS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
““CIRCUS"’, APART FROM THE MARK AS SHOWN. 

THE ENGLISH TRANSLATION OF THE MARK IS ‘‘CIRCUS 
OF GOD”. 

FOR ENTERTAINMENT IN THE NATURE OF CONDUCTING 
A SERIES OF LIVE MUSICAL PERFORMANCES FROM JANU- 
ARY 2000 - DECEMBER 2000 (U.S. CLS. 100, 101 AND 107). 
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SN  75-806,538. 
9-24-1999. 


MILLER, WAYNE, VENICE, CA. FILED 


FOR ENTERTAINMENT AND EDUCATION SERVICES, 
NAMELY ORGANIZING, MANAGING, SPONSORING AND CON- 
DUCTING RECOGNITION PROGRAMS AND CONCERTS PRO- 
MOTING ACHIEVEMENT IN THE FIELD OF CERTAIN RE- 
GIONAL MUSIC, AND PROMOTING PROMINENT INDIVID- 
UALS WHO HAVE MADE SIGNIFICANT CONTRIBUTIONS TO 
THE ADVANCEMENT AND PROMOTION OF CERTAIN RE- 
GIONAL MUSIC, AND RELATED ACTIVITIES; OPERATION OF 
AN ARCHIVAL PROGRAM AND MUSEUM TO PRESERVE, 
CATALOG AND MAINTAIN MATERIAL RELATED TO CER- 
TAIN REGIONAL MUSIC, AND PRODUCTION AND DISTRIBU- 
TION OF RADIO AND TELEVISION PROGRAMS IN THE FIELD 
OF CERTAIN REGIONAL MUSIC (U.S. CLS. 100, 101 AND 107). 


SN 75-807,371. SHUFFLE MASTER, INC., EDEN PRAIRIE, MN. 
FILED 9-24-1999. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**STUD"’, APART FROM THE MARK AS SHOWN. 

FOR ENTERTAINMENT SERVICES; NAMELY PROVIDING 
LIVE GAMES OF CHANCE IN GAMING ESTABLISHMENTS 
(U.S. CLS. 100, 101 AND 107). 
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SN 75-810,647. JOHN E. FETZER INSTITUTE, KALAMAZOO, 
MI. FILED 9-30-1999. 


HEALING THE HEART OF 
DIVERSITY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“DIVERSITY”, APART FROM THE MARK AS SHOWN. 

FOR EDUCATIONAL SERVICES, NAMELY, CONDUCTING 
SEMINARS, WORKSHOPS, AND RETREATS IN THE FIELDS 
OF LEADERSHIP DEVELOPMENT, ORGANIZATIONAL DEVEL- 
OPMENT, CULTURAL CHANGE, AND CULTURAL DIVERSITY 
AND DISTRIBUTING COURSE MATERIALS IN CONNECTION 
THEREWITH (U.S. CLS. 100, 101 AND 107). 

FIRST USE 6-30-1997; IN COMMERCE 6-30-1997. 


SN 75-811,018. BOSTON COMMON PRESS LIMITED PARTNER- 
SHIP, BROOKLINE VILLAGE, MA. FILED 9-29-1999. 


AMERICA’S TEST KITCHEN 


FOR ENTERTAINMENT IN THE NATURE OF ON-GOING 
TELEVISION PROGRAMS IN THE FIELD OF COOKING (U.S. 
CLS. 100, 101 AND 107). 


SN 75-816,024. HOLLYWOOD HITS LLC, ROCKVILLE, MD. 
FILED 10-5-1999. 


PREVIEW HITS 


FOR ENTERTAINMENT SERVICES, NAMELY, PROVIDING A 
RADIO PROGRAM FEATURING MUSICAL PERFORMANCES 
AND DIGITAL ANIMATION VIA A GLOBAL COMPUTER NET- 
WORK, RADIO BROADCASTING, CABLE BROADCASTING 
AND SATELLITE BROADCASTING (U.S. CLS. 100, 101 AND 
107). 


SN 75-819,663. SANTA FE GAMING CORPORATION, LAS 
VEGAS, NV. FILED 10-12-1999. 


NOBODY STACKS UP 
BETTER 


FOR ENTERTAINMENT SERVICES IN THE NATURE OF CA- 
SINO GAMING (U.S. CLS. 100, 101 AND 107) 
FIRST USE 6-15-1997; IN COMMERCE 6~—15-1997. 
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SN 75-821,630. UGO NETWORKS, INC., NEW YORK, NY. FILED 
10-13-1999. 


UGO 


FOR PROVIDING INFORMATION ON COMPUTER GAME 
AND VIDEO GAME HARDWARE AND SOFTWARE, MUSIC, 
FILM, TELEVISION, COMICS, ANIMATION AND SPORTS VIA 
A GLOBAL COMPUTER NETWORK, ENTERTAINMENT SERV- 
ICES, NAMELY, PROVIDING ONLINE INTERACTIVE GAMES 
VIA A GLOBAL COMPUTER NETWORK (U.S. CLS. 100, 101 
AND 107). 

FIRST USE 3-0-1996; IN COMMERCE 6-0-1998 


SN 75-822,428. DUCK CORPORATION, THE, NEW YORK, NY 
FILED 10-14-1999. 


ON2MUSIC 


FOR ONLINE SERVICES, NAMELY, PROVIDING INFORMA- 
TION ABOUT MUSIC, PROVIDING INFORMATION THROUGH 
STREAMING VIDEO ABOUT MUSIC; PROVIDING AN ELEC- 
TRONIC DATABASE FEATURING MUSIC DELIVERED OVER 
BROADBAND WEB SITES VIA A GLOBAL COMPUTER NET- 
WORK (U.S. CLS. 100, 101 AND 107). 


SN 75-822,759. SURVIVORS OF THE SHOAH VISUAL HISTORY 
FOUNDATION, THE, LOS ANGELES, CA. FILED 10-14-1999. 


THE SHOAH FOUNDATION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*‘FOUNDATION’’, APART FROM THE MARK AS SHOWN. 

THE ENGLISH TRANSLATION OF THE WORD ‘**SHOAH” 
FROM THE HEBREW LANGUAGE IS *‘HOLOCAUST"’. 

SEC. 2(F). 

FOR EDUCATIONAL SERVICES, NAMELY, ORGANIZING, 
CONDUCTING CLASSES, SEMINARS, CONFERENCES AND 
WORKSHOPS IN THE FIELD OF HOLOCAUST STUDIES, 
HUMAN RIGHTS AND WORLD HISTORY, AND DISTRIBUTING 
COURSE MATERIAL IN CONNECTION THEREWITH; DEVEL- 
OPING AND DISSEMINATING EDUCATIONAL MATERIALS IN 
THE FIELD OF HOLOCAUST STUDIES, HUMAN RIGHTS AND 
WORLD HISTORY; EDUCATIONAL RESEARCH SERVICES, LI- 
BRARY SERVICES, AND PRODUCTION AND DISTRIBUTION 
OF MOTION PICTURE FILM, TELEVISION, RADIO AND 
MULTIMEDIA PROGRAMS, ALL IN THE FIELD OF HOLO- 
CAUST STUDIES, HUMAN RIGHTS AND WORLD HISTORY 
(U.S. CLS. 100, 101 AND 107). 

FIRST USE 4-12-1994; IN COMMERCE 4-12-1994. 


SN 75-826,718. HANKIN, SHEENAH, NEW YORK, NY. FILED 
10-19-1999. 


THE WINNING HAND 


FOR EDUCATIONAL SERVICES, NAMELY, SEMINARS AND 
WORKSHOPS ON SELF-CONFIDENCE AND PERSONAL DE- 
VELOPMENT (U.S. CLS. 100, 101 AND 107). 
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SN 75-826,719. HANKIN, SHEENAH, NEW YORK, NY. FILED 
10-19-1999. 


THE WINNING HAND 


FOR SERIES OF BOOKS ON PSYCHOLOGICAL SELF-CON- 
FIDENCE AND PERSONAL DEVELOPMENT (U.S. CLS. 100, 101 
AND 107). 


SN 75-828,977. BR CONSULTING, 
10-22-1999. 


INC., MESA, AZ. FILED 


RE-INTEGRATION 


FOR EDUCATION SERVICES, NAMELY, CONDUCTING 
CLASSES AND WORKSHOPS IN THE FIELD OF SPIRITUAL 
AWARENESS AND SELF-CONFIDENCE (U.S. CLS. 100, 101 
AND 107). 

FIRST USE 1-1-1998; IN COMMERCE 1-1-1998. 


SN 75-830,904. WHITNER, DANIEL J., JR.. ATLANTA, GA. 
FILED 10-25-1999. 


FOR PROMOTING SPORT COMPETITON AND/OR ATHLETIC 
EVENTS OF OTHERS (U.S. CLS. 100, 101 AND 107). 


SN 75-831,420. BOSTON COMMON PRESS LIMITED PARTNER- 
SHiP, BROOKLINE VILLAGE, MA. FILED 10-25-1999. 


AMERICA’S TEST KITCHEN 


FOR EDUCATIONAL SERVICES, NAMELY, PROVIDING 
CLASSES, SEMINARS, CONFERENCES AND WORKSHOPS IN 
THE FIELD OF FOOD AND DISTRIBUTING COURSE MATE- 
RIAL IN CONNECTION THEREWITH (U.S. CLS. 100, 101 AND 
107). 
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SN 75-832,868. SCHERING AKTIENGESELLSCHAFT, BERLIN, 
FED REP GERMANY, FILED 10-26-1999. 


Berlex 
Alliance Program 


OWNER OF U.S. REG. NOS. 1,884,041, 2,101,025 AND OTH- 
ERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*‘PROGRAM’’, APART FROM THE MARK AS SHOWN. 

FOR EDUCATIONAL SERVICES, NAMELY, PROVIDING 
TRAINING TO HEALTHCARE PROFESSIONALS IN THE USE 
OF PHARMACEUTICAL PRODUCTS AND MEDICAL DIAG- 
NOSTIC APPARATUS (U.S. CLS. 100, 101 AND 107). 


SN 75-835,026. SOLOMON, JOAN G., CHICAGO, IL. FILED 
11-14-1999. 


EPIPHOTAL 


FOR MOTION PICTURE FILM PRODUCTION IN THE NA- 
TURE OF DOCUMENTARY, NARRATIVE AND FICTIONAL 
FILM PRODUCTION (U.S. CLS. 100, 101 AND 107). 


SN 75-838,329. GOUGH, DAVID L., DETROIT, MI. 
11-2-1999. 


FILED 


re 8 


HALL OF FAME AND MUSEUM 


OWNER OF U.S. REG. NO. 2,177,645. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*‘HALL OF FAME AND MUSEUM"’, APART FROM THE MARK 
AS SHOWN. 

THE LINING IN THE DRAWING IS A FEATURE OF THE 
MARK AND IS NOT INTENDED TO INDICATE COLOR. 

SEC. 2(F) AS TO **GOSPEL MUSIC"’. 

FOR MUSEUM SERVICES, NAMELY ARCHIVING PRINTED 
AND RECORDED MATERIALS, INCLUDING HISTORIC MATE- 
RIALS, PROVIDING JOURNALS AND EXHIBITS RELATING TO 
GOSPEL MUSIC, AND INDUCTING INDIVIDUALS WHO HAVE 
MADE CONTRIBUTIONS TO THE FURTHERING OF GOSPEL 
MUSIC (U.S. CLS. 100, 101 AND 107). 

FIRST USE 3-1-1995; IN COMMERCE 3-1-1995. 
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SN 75-846,760. BRAVO COMPANY, BETHPAGE, NY. FILED 
11-12-1999 


COUNTER CULTURE 


FOR ENTERTAINMENT SERVICES, NAMELY, ONGOING 
TELEVISION SERIES OFFERING COMMENTS AND PERSPEC- 
TIVES ON CONTEMPORARY CULTURE THROUGH FICTIONAL 
AND REALITY-BASED PROGRAMS (U.S. CLS. 100, 101 AND 
107). 


SN 75-854,166. OPEN SOFTWARE ASSOCIATES LIMITED, 
RINGWOOD, VICTORIA 3134, AUSTRALIA, FILED 
11-19-1999. 


FOR EDUCATIONAL SERVICES, NAMELY, CLASSES, 
WORKSHOPS, AND SEMINARS IN THE FIELDS OF COM- 
PUTERS, COMPUTER SOFTWARE, COMPUTING HARDWARE, 
ACCESSING AND UTILIZING THE INTERNET, PUBLISHING, 
INCLUDING PUBLISHING IN ELECTRONIC FORM; ALL OF 
THE FOREGOING SUPPLIED PERSONALLY OR BY MEANS OF 
VIDEOCONFERENCING OVER THE INTERNET, AND OTHER 
LOCAL, WIDE AREA, AND GLOBAL COMPUTER NETWORKS 
(U.S. CLS. 100, 101 AND 107). 


SN 75-854,600. PETERSON, BROOKS, ST. PAUL, MN. FILED 
11-22-1999. 


ACROSS CULTURES 


OWNER OF U.S. REG. NO. 2,249,464. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**CULTURES"’, APART FROM THE MARK AS SHOWN. 

FOR EDUCATIONAL SERVICES, NAMELY, CONDUCTING 
WORKSHOPS IN THE FIELD OF MULTICULTURALISM FOR 
INDIVIDUALS AND GROUPS ENGAGED IN GLOBAL ACTIVI- 
TIES, AND DISTRIBUTING COURSE MATERIALS IN CONNEC- 
TION THEREWITH (U.S. CLS. 100, 101 AND 107). 

FIRST USE 5-15-1989; IN COMMERCE 5-15-1989. 
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SN 75-855,902. NEWMAN, JOEL CLYDE, KILLEN, AL. FILED 
11-22-1999. 








THE MARK CONSISTS OF DESIGN OF A CHARACTERISTIC 
FIGURE OF AN ATHLETE PRESSING A BARBELL AND A 
CHARACTERISTIC FIGURE OF AN ATHLETE ON A TREAD- 
MILL SUPERIMPOSED OVER A FIGURE EIGHT. 

FOR HEALTH CLUBS (U.S. CLS. 100, 101 AND 107). 


SN 75-859,516. CORATHERS, MARY CATHERINE, MORGAN- 
TOWN, WV. FILED 11-30-1999. 


FREE TO ACHIEVE 


FOR EDUCATIONAL SERVICES, NAMELY, CONDUCTING 
CLASSES, SEMINARS, WORKSHOPS AND CONFERENCES IN 
THE FIELD OF PERSONAL AND PROFESSIONAL GROWTH 
(U.S. CLS. 100, 101 AND 107). 

FIRST USE 11-10-1997; IN COMMERCE 11-10-1997. 


SN 75-860,815. EMPLOYEEMATTERS, INC., STAMFORD, CT. 
BY CHANGE OF NAME ESOURCEONE, INC., STAMFORD, 
CT. FILED 11-30-1999. 


EMPLOYEEMATTERS 


FOR EDUCATIONAL SERVICES, NAMELY, CONDUCTING 
CONFERENCES AND SEMINARS IN THE FIELDS OF BUSINESS 
MANAGEMENT, HUMAN RESOURCES AND EMPLOYEE SERV- 
ICES; EDUCATIONAL SERVICES, NAMELY, ON-LINE CLASSES 
AND SEMINARS IN THE FIELDS OF BUSINESS MANAGE- 
MENT, HUMAN RESOURCES AND EMPLOYEE SERVICES VIA 
A GLOBAL COMPUTER NETWORK (U.S. CLS. 100, 101 AND 
107). 
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SN 75-864,290. GLOBAL ALLIANCE FOR INTELLIGENT ARTS, 
INC., FLORENCE, MA. FILED 12-6-1999. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**DRUMS”’, APART FROM THE MARK AS SHOWN. 

THE STIPPLING IS A FEATURES OF THE MARK AND DOES 
NOT INDICATE COLOR. 

THE MARK CONSISTS OF THE WORDS *‘DRUMS AROUND 
THE WORLD” AND A DRAWING OF THE WORLD, HAVING 
A DRUM HEAD ATTACHED, SURROUNDED BY VARIOUS AS- 
TROLOGICAL SYMBOLS. 

FOR ENTERTAINMENT SERVICES, NAMELY, ORGANIZING 
AND CONDUCTING LIVE MUSIC CONCERTS, FESTIVALS AND 
SHOWS IN THE FIELD OF MUSICAL AND ARTISTIC EVENTS: 
EDUCATIONAL SERVICES, NAMELY, CONDUCTING WORK- 
SHOPS IN THE FIELD OF MUSICAL EVENTS (US. CLS. 100, 
101 AND 107). 

FIRST USE 8-1-1993; IN COMMERCE 8-1-1993. 


SN 75-867,889. AMTHRILLS.COM, 
12-9-1999. 


INC., UNION, NJ. FILED 


AMATEUR THRILLS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*‘AMATEUR’’, APART FROM THE MARK AS SHOWN. 

FOR ENTERTAINMENT SERVICES, NAMELY, ADULT EN- 
TERTAINMENT FEATURING ADULT-ORIENTED TEXT, STO- 
RIES AND PHOTOGRAPHS PROVIDED VIA A GLOBAL COM- 
PUTER NETWORK (U.S. CLS. 100, 101 AND 107). 


SN 75-870,144. ANDRES, KATHLEEN LEMP, DECATUR, GA. 
FILED 12-22-1999. 


BIBLES OF CELEBRITIES 


FOR ON-DEMAND PUBLICATION SERVICES IN THE FIELD 
OF CUSTOMIZED SCRIPTURAL AND RELIGIOUS TEXTS (U.S. 
CLS. 100, 101 AND 107). 
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SN 75-879,647. RIGHT HEMISPHERE PTY 
FAULCONBRIDGE N.S.W. 2776, 
12-21-1999. 


LIMITED, 
AUSTRALIA, FILED 


VIDEOZAP 


FOR TELEVISION AND RADIO SCHEDULING; AUDIO RE- 
CORDING AND PRODUCTION; TELEVISION AND RADIO PRO- 
GRAMMING (U.S. CLS. 100, 101 AND 107). 


SN 75-882,202. ORTIZ, RUBEN, ALLENTOWN, PA. AND STEIN, 
SAM R., BALA CYNWYD, PA. AND ALDERMAN, IAN, 
WOODBRIDGE, CT. AND DEBLASIO, DANIEL, CLOSTER, NJ. 
AND BALDINO, KENNETH, MOUNTAINTOP, PA. AND 
GARDNER, RYAN, READING, PA. AND MOORE, ELMER JR., 
BALTIMORE, MD. FILED 12-27-1999. 


FOR PROVIDING ENTERTAINMENT AND INSTRUCTION, 
NAMELY LIVE PERFORMANCES IN THE FIELDS OF COMEDY, 
MOVEMENT, IMPROVISATION AND DRAMA (U.S. CLS. 100, 
101 AND 107). 

FIRST USE 9-17-1997; IN COMMERCE 9-17-1997. 


SN 75-884,719. JOHNSON, DOMINICK, SAN ANTONIO, TX. 
FILED 12-23-1999. 


WHERE WINNERS MEET 


FOR ONLINE INFORMATION SERVICES, NAMELY PRO- 
VIDING INSTRUCTIONAL INFORMATION CONCERNING ATH- 
LETICS OVER A GLOBAL COMPUTER NETWORK (U.S. CLS. 
100, 101 AND 107). 
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SN 75-884,720. JOHNSON, 
FILED 12-23-1999 


DOMINICK, SAN ANTONIO, TX 


WINNERS MEET 


FOR ONLINE INFORMATION SERVICES, NAMELY PRO- 
VIDING INSTRUCTIONAL INFORMATION CONCERNING ATH- 
LETICS OVER A GLOBAL COMPUTER NETWORK (U.S. CLS. 
100, 101 AND 107) 


SN 75-885,829. TURNER REGIONAL ENTERTAINMENT NET- 
WORK, INC.. ATLANTA, GA. FILED 12-30-1999. 


KUDZU THEATER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**THEATER”’, APART FROM THE MARK AS SHOWN. 

FOR ENTERTAINMENT AND EDUCATION SERVICES IN THE 
NATURE OF A CONTINUING PROGRAM SERIES AND MOTION 
PICTURE FILMS IN THE NATURE OF SUBJECTS BASED IN 
THE SOUTHERN UNITED STATES, AND PROVIDED THROUGH 
CABLE TELEVISION, BROADCAST TELEVISION, BROADCAST 
RADIO AND THE GLOBAL COMPUTER INFORMATION NET- 
WORK (U.S. CLS. 100, 101 AND 107). 

FIRST USE 10-9-1999; IN COMMERCE 10-9-1999. 


SN 75-892,281. LADA JR., JOSEPH A., GREENFIELD, MA. FILED 
1-7-2000. 


THE BOBBY DARLING 
SHOW 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“SHOW”, APART FROM THE MARK AS SHOWN. 

THE NAME IN THE MARK DOES NOT IDENTIFY A LIVING 
INDIVIDUAL. 

FOR ENTERTAINMENT IN THE NATURE OF A LIVE COM- 
EDY AND MUSIC SHOW (U.S. CLS. 100, 101 AND 107). 

FIRST USE 6-13-1974; IN COMMERCE 6-13-1974. 
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SN 75-896,149. TAZELAAR, THOMAS E. JR., ALEXANDRIA, 
VA. FILED 1-14-2000. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**ALCOHOL”’, APART FROM THE MARK AS SHOWN. 

THE MARK IS LINED FOR THE COLOR GOLD. 

FOR EDUCATIONAL SERVICES, NAMELY, CONDUCTING 
TRAINING IN THE FIELD OF ALCOHOL SAFETY (U.S. CLS. 
100, 101 AND 107). 

FIRST USE 11-16-1999; IN COMMERCE 1-6-2000. 


SN 75-897,849. GEORGE W. LONG, INC., ROCHESTER, NY. 
FILED 1-18-2000. 


SEABREEZE 


FOR AMUSEMENT PARK SERVICES (U.S. CLS. 100, 101 AND 
107). 
FIRST USE 0-0-1975; IN COMMERCE 0-0-1975. 


SN 75-905,588. SALINAS, MARC D., VALLEY GLEN, CA. FILED 
1-25-2000. 


HIGHWAY X 


FOR ENTERTAINMENT SERVICES, NAMELY, TELEVISION 
AND MOTION PICTURE LIGHTING PRODUCTION; TELE- 
VISION AND MOTION PICTURE PRODUCTION SERVICES; 
CONSULTING SERVICES FOR TELEVISION AND MOTION PIC- 
TURE LIGHTING AND PRODUCTION (U.S. CLS. 100, 101 AND 
107). 

FIRST USE 3-1-1996, IN COMMERCE 3-1-1996. 
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SN 75-907,197. MARTHA STEWART LIVING OMNIMEDIA INC., 
NEW YORK, NY. FILED 2-1-2000. 


FROM MARTHA’S KITCHEN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**KITCHEN”’, APART FROM THE MARK AS SHOWN. 

THE NAME *‘MARTHA” IDENTIFIES A LIVING INDIVIDUAL 
WHOSE CONSENT IS OF RECORD. 

FOR ENTERTAINMENT SERVICES, NAMELY, A TELEVISION 
FOOD PREPARATION AND COOKING SERIES (U.S. CLS. 100, 
101 AND 107). 

FIRST USE 9-13-1999; IN COMMERCE 9-13-1999 


SN 75-908.165. GALINSKY, ELLEN, PALISADES, NY. FILED 
2-2-2000. 


ASK THE CHILDREN 


FOR EDUCATIONAL SERVICES, NAMELY SEMINARS AND 
WORKSHOPS IN THE FIELD OF CHILD CARE, HEALTH AND 
PARENTING RESEARCH AND EDUCATION (U.S. CLS. 100, 101 
AND 107). 


SN 75-915,150. PREMIER CONTINUING EDUCATION INC., ST. 
JOHNSVILLE, NY. FILED 1-31-2000. 


PREMIERONLINE.NET 


FOR EDUCATIONAL SERVICES, NAMELY, PROVIDING ON- 
LINE COURSES AND CONDUCTING SEMINARS IN THE FIELD 
OF CONTINUING EDUCATION FOR LICENSED PROFES- 
SIONALS (U.S. CLS. 100, 101 AND 107) 


SN 75-922,717. GRADY, GRACEFUL, 
2-18-2000. 


ATLANTA, GA. FILED 


CUMPANION 


FOR ENTERTAINMENT SERVICES IN THE NATURE OF 
ADULT ENTERTAINMENT FEATURING PHOTOS AND VIDEOS 
VIA A GLOBAL NETWORK (U.S. CLS. 100, 101 AND 107). 

FIRST USE 1-20-2000; IN COMMERCE 1-20-2000. 


SN 75-922,872. 
2-17-2000. 


GREEN. GLENDA. SEDONA, AZ. FILED 


LOVE WITHOUT END 


FOR WORKSHOPS AND SEMINARS IN THE FIELD OF RELI- 
GION (U.S. CLS. 100, 101 AND 107). 
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SN 75-923,322. SILER, JAMES R., DBA SUFFICIENT GRACE 
MINISTRIES, CEDAR GROVE, TN. FILED 2-19-2000. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**MINISTRIES’’, APART FROM THE MARK AS SHOWN. 

FOR GOSPEL CONCERT BOOKING SERVICES (U.S. CLS. 100, 
101 AND 107). 


SN 75-924,670. 
2-22-2000. 


TYRODS CLUB INC, GROTON, MA. FILED 





NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
THE REPRESENTATION OF THE OUTLINE OF THE STATE 
OF MASSACHUSETTS, APART FROM THE MARK AS SHOWN. 

FOR ARRANGING AND CONDUCTING CAR SHOWS, NAME- 
LY, VINTAGE CUSTOM FABRICATED PERFORMANCE MOTOR 
VEHICLES (U.S. CLS. 100, 101 AND 107). 

FIRST USE 8-5-1953; IN COMMERCE 9-14-1972. 


SN 75-932,018. TIME WARNER ENTERTAINMENT COMPANY, 
L.P., NEW YORK, NY. FILED 2-29-2000. 


ONE IN A MILLION 


FOR ENTERTAINMENT SERVICES, NAMELY, PROVIDING 
INTERACTIVE EXPERIENCES AND INFORMATION IN THE 
FIELD OF GAME SHOWS VIA A GLOBAL COMPUTER INFOR- 
MATION NETWORK; ENTERTAINMENT SERVICES, NAMELY, 
PROVIDING AN ONGOING TELEVISION PROGRAM IN THE 
FIELD OF GAME SHOWS VIA A GLOBAL COMPUTER NET- 
WORK (U.S. CLS. 100, 101 AND 107). 
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SN 75-932,369. TV DATA TECHNOLOGIES, LP, GLENS FALLS. 
NY. FILED 3-2-2000. 


WE TELL THE WEB 
WHAT?’S ON TV 


FOR ENTERTAINMENT SERVICES, NAMELY, PROVIDING 
TELEVISION PROGRAMMING AND ENTERTAINMENT LIST- 
ING INFORMATION SERVICES FOR THE PRINT INDUSTRY, 
BROADCAST INDUSTRY AND WORLD WIDE WEB INDUSTRY 
(U.S. CLS. 100, 101 AND 107) 

FIRST USE 6-0-1995; IN COMMERCE 6-0-1995 


SN 75~-933,579. MAXON, JEANNIE, W. LOS ANQELES, CA. 
FILED 3-2-2000 


BELLY DANCING 101 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*““BELLY DANCING”, APART FROM THE MARK AS SHOWN 

FOR EDUCATIONAL SERVICES, NAMELY, PROVIDING IN- 
STRUCTION IN THE FIELD OF BELLY DANCING; ENTERTAIN- 
MENT SERVICES, NAMELY, PERFORMING BELLY DANCING 
ROUTINES (U.S. CLS. 100, 101 AND 107). 


SN 75-942,916. MARS ELECTRIC, 
FILED 3-13-2000. 


INC., BIRMINGHAM, AL 


FOR ENTERTAINMENT SERVICES IN THE NATURE OF PER- 
FORMANCES BY A LIVE MUSICAL GROUP (U.S. CLS. 100, 
101 AND 107). 

FIRST USE 1-1-1998; IN COMMERCE 1-1-1998. 
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SN 75-942,923. MARS ELECTRIC, 
FILED 3—13-2000 


INC., BIRMINGHAM, AL. 


MARS ELECTRIC 


FOR ENTERTAINMENT SERVICES IN THE NATURE OF PER- 
FORMANCES BY A LIVE MUSICAL GROUP (U.S. CLS. 100, 
101 AND 107). 

FIRST USE 1-1-1998; IN COMMERCE 1-1-1998 


SN 75-943,223. TRAINING ASSOCIATES, INC., 
FILED 3-13-2000. 


( adesconm 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**EDCENTER’’, APART FROM THE MARK AS SHOWN. 

FOR PROVIDING ADULT LEVEL TRAINING COURSES IN 
THE FIELDS OF COMPUTER TRAINING, AND A VARIETY OF 
COLLEGE LEVEL COURSES VIA AN INTERNET WEBSITE OR 
OTHER ONLINE COMPUTER NETWORK CONNECTIONS (U.S. 
CLS. 100, 101 AND 107) 

FIRST USE 8-1-1996; IN COMMERCE 8-1-1996. 


MESA, AZ. 





SN 76-003,098. NEUNER, JOHN, BRONX, NY. FILED 3-17-2000. 


SWIM-TO-SAFETY 


FOR EDUCATIONAL SERVICES, NAMELY, CONDUCTING 
CLASSES ON DROWNING PREVENTION, AND DISTRIBUTING 
COURSE MATERIALS IN CONNECTION THEREWITH (U.S. 
CLS. 100, 10! AND 107). 


SN 76-010,872. EXARIO NETWORKS, INC., WEST PATERSON, 
NJ. FILED 3-28-2000. 


FOR EDUCATION SERVICES, NAMELY, TRAINING OTHERS 
IN COMPUTER PROGRAMMING AND COMPUTER HARDWARE 
SUPPORT AND MAINTENANCE; TRAINING AND EDUCATING 
OTHERS IN THE USE OF WORLD WIDE WEB-ENABLED SOFT- 
WARE APPLICATIONS (U.S. CLS. 100, 101 AND 107). 
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SN 76-013,481. IDEAFOREST.COM, 
FILED 3-29-2000. 


INC., EL SEGUNDO, CA. 


THE MOST WONDERFUL 
ARTS AND CRAFTS STORE 
IN ALL THE LAND 


FOR PROVIDING INFORMATION AND INSTRUCTION VIA 
A GLOBAL COMPUTER NETWORK REGARDING HOBBIES, 
ARTS AND CRAFTS (U.S. CLS. 100, 101 AND 107). 


SN 76-013,857. SCHOLASTIC INC., NEW YORK, NY. FILED 
3-30-2000. 


IREAD.COM 


FOR PROVIDING AN ON-LINE EDUCATIONAL PROGRAM 
IN THE FIELD OF READING IMPROVEMENT VIA A GLOBAL 
COMPUTER NETWORK (U.S. CLS. 100, 101 AND 107). 


SN 76-013,987 
8-19-1999. 


KINFOLKZ, LOS ANGELES, CA. FILED 


KINFOLKZ 


FOR ENTERTAINMENT SERVICES, NAMELY, LIVE PER- 
FORMANCES BY A RAP MUSICAL GROUP (U.S. CLS. 100, 
101 AND 107). 


SN 76-016,092. HECKSCHER MUSEUM, THE, HUNTINGTON, 
NY. FILED 4-3-2000. 


OWNER OF U.S. REG. NO. 2,354,666. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**MUSEUM OF ART" AND “‘ART IN THE PARK", APART 
FROM THE MARK AS SHOWN. 

FOR MUSEUM SERVICES; EDUCATIONAL SERVICES, 
NAMELY, PRESENTING PUBLIC PROGRAMS, LECTURES AND 
WORKSHOPS AT THE PRIMARY, SECONDARY, COLLEGE 
AND POST-COLLEGE LEVELS IN THE FIELDS OF ART HIS- 
TORY, ART APPRECIATION, AND STUDIO ART, AND ENTER- 
TAINMENT IN THE NATURE OF POETRY READINGS, MUSI- 
CAL CONCERTS AND STORY TELLING (U.S. CLS. 100, 101 
AND 107). 

FIRST USE 11—1-1999, 1957; IN COMMERCE 1 1-1-1999. 
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SN 76-018,366. BIG TICKET TELEVISION INC., LOS ANGELES, 
CA. FILED 4-4-2000. 


THE CHOPPY SHOW 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“SHOW"’, APART FROM THE MARK AS SHOWN. 

FOR ENTERTAINMENT SERVICES IN THE NATURE OF A 
COMEDIC TELEVISION SERIES (U.S. CLS. 100, 101 AND 107). 


SN 76-019,144. EXARIO NETWORKS, INC., WEST PATERSON, 
NJ. FILED 4-6-2000. 


EXARIO NETWORKS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*‘NETWORKS”’, APART FROM THE MARK AS SHOWN. 

FOR EDUCATION SERVICES, NAMELY, TRAINING OTHERS 
IN COMPUTER PROGRAMMING AND COMPUTER HARDWARE 
SUPPORT AND MAINTENANCE; TRAINING AND EDUCATING 
OTHERS IN THE USE OF WORLD WIDE WEB-ENABLED SOFT- 
WARE APPLICATIONS (U.S. CLS. 100, 101 AND 107). 


SN 76-019,145. EXARIO NETWORKS, INC., WEST PATERSON, 
NJ. FILED 4-6-2000. 


FOR EDUCATION SERVICES, NAMELY, TRAINING OTHERS 
IN COMPUTER PROGRAMMING AND COMPUTER HARDWARE 
SUPPORT AND MAINTENANCE; TRAINING AND EDUCATING 
OTHERS IN THE USE OF WORLD WIDE WEB-ENABLED SOFT- 
WARE APPLICATIONS (U.S. CLS. 100, 101 AND 107). 
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SN 76-019,573. PONDS, ROBERTA, DBA DJ. LADY SMOOTH 
& SMOOTH ENTERTAINMENT, WASHINGTON, DC. FILED 
4-7-2000. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“DJ.” AND “ENTERTAINMENT”, APART FROM THE MARK 
AS SHOWN 

THE MARK CONSISTS, IN PART, OF THE LETTERS “SE”, 
THE PHRASE, *‘D.J. LADY SMOOTH & SMOOTH ENTERTAIN- 
MENT"’, AND DESIGN. 

FOR DISC JOCKEYS FOR PARTIES, WEDDINGS, AND SPE- 
CIAL EVENTS (U.S. CLS. 100, 101 AND 107). 


SN 76-022,429. WILSON, DANNY, DAPTO NSW, 2530, AUS- 
TRALIA, AND WILSON, SYLVIA, DAPTO NSW, 2530, AUS- 
TRALIA, FILED 4-7-2000. 





Who ya gonna call 


BARK BUSTERS 














FOR DOG TRAINING SERVICES IN THE HOME (U.S. CLS. 
100, 101 AND 107) 


SN 76-023,003. SCRIPPS HOWARD BROADCASTING COM- 
PANY, DBA HOME & GARDEN TELEVISION, KNOXVILLE, 
TN. FILED 4-11-2000. 


DECORATING CENTS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**DECORATING”’. APART FROM THE MARK AS SHOWN. 

FOR ENTERTAINMENT SERVICES, NAMELY A TELEVISION 
SERIES FEATURING INTERIOR DESIGN, HOME RENOVATION 
AND DECORATING IDEAS (U.S. CLS. 100, 101 AND 107). 
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SN 76-026,183. PATTY WAGSTAFF AIRSHOWS, INC., ST. AU- 
GUSTINE, FL. FILED 4—13-—2000. 


cio! AIRSHOWS.. 
as anni aan, * 





NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
““AIRSHOWS”’ AND “INC."’, APART FROM THE MARK AS 
SHOWN. 

THE NAME “PATTY WAGSTAFF”’ IDENTIFIES A LIVING 
INDIVIDUAL WHOSE CONSENT IS OF RECORD. 

FOR ENTERTAINMENT SERVICES IN THE 
AIRSHOWS (U.S. CLS. 100, 101 AND 107). 

FIRST USE 0-0-1986; IN COMMERCE 0-0-1986. 


NATURE OF 


SN 76-027,187. MOTIVAIR CORPORATION, BIRMINGHAM, AL. 
FILED 4-17-2000. 


WORLDTRUCK UNIVERSITY 


OWNER OF U.S. REG. NO. 2,006,788. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**UNIVERSITY”’, APART FROM THE MARK AS SHOWN. 

FOR EDUCATIONAL SERVICES, NAMELY, CONDUCTING 
CLASSES, SEMINARS, CONFERENCES, AND WORKSHOPS IN 
THE FIELD OF TRUCK MAINTENANCE AND THE OPERATION 
AND MAINTENANCE OF TRUCK SERVICE CENTERS (US. 
CLS. 100, 101 AND 107). 


SN 76-027,462. SECTION EIGHT PARTNERS, BURBANK, CA. 
FILED 4-16-2000. 


SECTION EIGHT 


FOR ENTERTAINMENT IN THE NATURE OF PRODUCING 
MOTION PICTURE FILMS AND TELEVISION PROGRAMS (U.S. 
CLS. 100, 101 AND 107). 


SN 76-028,349. SAFECO INSURANCE COMPANY OF AMERICA, 
SEATTLE, WA. BY ASSIGNMENT SAFECO CORPORATION, 
SEATTLE, WA. FILED 4-18-2000. 


NEIGHBORHOOD ACADEMY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*““ACADEMY"’, APART FROM THE MARK AS SHOWN. 

FOR EDUCATIONAL SERVICES IN THE FIELDS OF INSUR- 
ANCE, FINANCE, CONSUMER PROTECTION AND CONSUMER 
AWARENESS. NAMELY, PROVIDING SEMINARS, WORK- 
SHOPS, EDUCATIONAL EVENTS, AND NEIGHBORHOOD AND 
COMMUNITY EVENTS ON CONSUMER EDUCATION, LOSS 
PREVENTION, SAFETY, FINANCES, INSURANCE, AND COM- 
MUNITY AND NEIGHBORHOOD DEVELOPMENT (U.S. CLS. 
100, 101 AND 107). 
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SN 76-028,816. ONION, INC., MADISON, WI. FILED 4-18-2000. 


THE ONION RADIO NEWS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**“NEWS RADIO”, APART FROM THE MARK AS SHOWN. 

FOR ENTERTAINMENT IN THE NATURE OF ON-GOING 
RADIO PROGRAMS (U.S. CLS. 100, 101 AND 107). 

FIRST USE 7-0-1999; IN COMMERCE 7-0-1999. 


SN 76-039,694. EDUCATIONAL INSTITUTE OF THE AMERICAN 
HOTEL & MOTEL ASSOCIATION, THE, ORLANDO, FL. 
FILED 5-3-2000. 


CGPT FMO 


FOR EDUCATIONAL SERVICES, NAMELY PROVIDING 
COURSES OF INSTRUCTION AND EXAMS IN HOUSING MAN- 
AGEMENT AND SUPERVISION (U.S. CLS. 100, 101 AND 107). 

FIRST USE 1-0-1999; IN COMMERCE 1-0-1999. 


SN 76-040,334. BEDYNAMIC, 
5-4-2000. 


INC., SEATTLE, WA. FILED 


BEINSPORTS 


FOR COMPUTER SERVICES, NAMELY PROVIDING ON-LINE 
SPECIAL INTEREST INFORMATION AND _ INTERACTIVE 
DATABASES IN THE FIELD OF PARTICIPATION IN SPORTS, 
THROUGH A GLOBAL COMPUTER NETWORK (U.S. CLS. 100, 
101 AND 107). 

FIRST USE 1-24-2000; IN COMMERCE 1-24-2000. 


SN 76-051,469. UNITED AIR LINES, INC., CHICAGO, IL. FILED 
5-18-2000. 


PILOT FOR A DAY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**PILOT’’, APART FROM THE MARK AS SHOWN 

FOR PROVIDING SIMULATED FLIGHT TRAINING AND IN- 
STRUCTIONAL SERVICES FOR OTHERS (U.S. CLS. 100, 101 
AND 107). 

FIRST USE 12-0-1996; IN COMMERCE 12-0-1996. 


194-362 TMOG - 01 - 40: QL3 
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SN 76-055,639. SUNDANCE CHANNEL L.L.C., NEW YORK, NY 
FILED 5-24-2000. 


SATURDAY NIGHT SPECIAL 


FOR ENTERTAINMENT SERVICES, NAMELY, PRODUCTION 
AND DISTRIBUTION OF MOTION PICTURES, COMEDY, MUSI- 
CAL AND DRAMATIC SERIES, DOCUMENTARIES, SPORTING 
EVENTS BY MEANS OF AND FOR CABLE TELEVISION, SAT- 
ELLITE-DELIVERED AND TELEVISION BROADCASTING (U.S. 
CLS. 100, 101 AND 107). 

FIRST USE 12-0-1998; IN COMMERCE 12-0-1998. 


SN 76-055.645. SUNDANCE CHANNEL L.L.C., NEW YORK, NY. 
FILED 5-24-2000. 


SHORTS STOP 


FOR ENTERTAINMENT SERVICES, NAMELY, PRODUCTION 
AND DISTRIBUTION OF MOTION PICTURES, COMEDY, MUSI- 
CAL AND DRAMATIC SERIES, DOCUMENTARIES, SPORTING 
EVENTS BY MEANS OF AND FOR CABLE TELEVISION, SAT- 
ELLITE-DELIVERED AND TELEVISION BROADCASTING (U.S. 
CLS. 100, 101 AND 107). 

FIRST USE 12-0-1998; IN COMMERCE 12-0-1998. 


SN 76-056,489. THINK SERVICE, INC., COLORADO SPRINGS, 
CO. FILED 5-25-2000. 


FOR EDUCATIONAL SERVICES, NAMELY, TRAINING 
COURSES, SEMINARS, LECTURES, AND CERTIFICATION PRO- 
GRAMS IN THE FIELD OF CUSTOMER SERVICE, CUSTOMER 
SUPPORT, AND THE MANAGEMENT THEREOF (U.S. CLS. 100, 
101 AND 107). 

FIRST USE 2-7-2000; IN COMMERCE 4-18-2000. 


SN 76-057,609. EINSTEIN/NOAH BAGEL CORP., GOLDEN, CO. 
FILED 5-26-2000. 


EXPERIENCE MAKERS 


FOR TRAINING PROGRAMS IN THE NATURE OF MANAGE- 
RIAL CLASSES FOR RESTAURANT EMPLOYEES (U.S. CLS. 
100, 101 AND 107). 
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SN 76-060,232 
5-31-2000 


AIM FOR SUCCESS, INC., PLANO, TX. FILED 


AIM FOR SUCCESS 


FOR EDUCATIONAL SERVICES, NAMELY, CONDUCTING 
PRESENTATIONS AND CONFERENCES PROMOTING SEXUAL 
ABSTINENCE UNTIL MARRIAGE AND DISTRIBUTING PRES 
ENTATION MATERIALS IN CONNECTION THEREWITH (US. 
CLS. 100, 101 AND 107). 

FIRST USE 8-1-1993; IN COMMERCE 8-1—1993 


SN 76-065,718. PITTSBURGH 
OAKDALE, PA. FILED 6-8-2000. 


TECHNICAL _ INSTITUTE, 


PTI 


FOR EDUCATIONAL SERVICES, NAMELY, PROVIDING 
COURSES OF INSTRUCTION ON A POST-SECONDARY LEVEL 
IN CAREER FOCUSED AREAS (U.S. CLS. 100, 101 AND 107). 

FIRST USE 0-0-1946: IN COMMERCE 0-0-1946 


SN 76-068,314. HSX HOLDINGS, INC 
FILED 6-8-2000. 


. SANTA MONICA, CA. 


SONGSTOCKS 


FOR EDUCATION AND ENTERTAINMENT SERVICES IN THE 
NATURE OF A SIMULATED SECURITIES EXCHANGE GAME 
ACCESSIBLE THROUGH A GLOBAL COMPUTER INFORMA- 
TION NETWORK FOR THE TRANSFER AND DISSEMINATION 
OF A WIDE RANGE OF INFORMATION; AND PRODUCTION 
AND DISTRIBUTION FOR OTHERS OF MOTION PICTURE 
FILMS, RADIO PROGRAMS AND TELEVISION SHOWS RELAT- 
ING TO A SECURITIES EXCHANGE GAME (U.S. CLS. 100, 
101 AND 107) 


SN 76-068,786. SEAWEST WINDPOWER, INC., SAN DIEGO, CA. 
FILED 6-12-2000. 


SEAWEST 


FOR TRAINING IN THE USE AND OPERATION OF CONTROL 
AND DATA ACQUISITION SOFTWARE FOR OPERATION OF 
WIND PARKS (U.S. CLS. 100, 101 AND 107). 

FIRST USE 3-6-1986, IN COMMERCE 3-6-1986. 
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SN 76-068,789. SEAWEST WINDPOWER, INC., SAN DIEGO, CA. 
FILED 6-12-2000 


WINDPOWER FOR A CLEAN 
FUTURE 


FOR TRAINING IN USE AND OPERATION OF CONTROL 
AND DATA ACQUISITION SOFTWARE FOR OPERATION OF 
WIND PARKS (U.S. CLS. 100, 101 AND 107). 

FIRST USE 2-25-1999; IN COMMERCE 2-25-1999 


SN 76-076,130. POP.COM, 
6-22-2000. 


LLC, GLENDALE, CA. FILED 


MYLIFESUCKS.COM 


FOR ENTERTAINMENT SERVICES IN THE NATURE OF THE 
PRODUCTION AND DISTRIBUTION OF A REALITY BASED EN- 
TERTAINMENT PROGRAM OFFERED VIA A GLOBAL COM- 
PUTER NETWORK (U.S. CLS. 100, 101 AND 107) 


SN 76-076,901. 
6-22-2000 


POP.COM, LLC, GLENDALE, CA. FILED 


MY LIFE SUCKS 


FOR ENTERTAINMENT SERVICES IN THE NATURE OF THE 
PRODUCTION AND DISTRIBUTION OF A REALITY BASED EN- 
TERTAINMENT PROGRAM OFFERED VIA A GLOBAL COM- 
PUTER NETWORK (U.S. CLS. 100, 101 AND 107). 
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SN 75-036,013. SHANNON, FRANCINE E. C., BELMONT, MA. 
FILED 12-22-1995. 


FOR COMPUTER SERVICES, NAMELY, PROVIDING AN ON- 
LINE INTERACTIVE WOMEN’S MAGAZINE FEATURING 
REAL-TIME CHAT FORUMS, INTERACTIVE POLLS, REVIEWS 
AND USER COMMENTS, EDUCATIONAL AND ENTERTAINING 
ARTICLES AND REVIEWS VIA A GLOBAL COMPUTER NET- 
WORK (U.S. CLS. 100 AND 101). 

FIRST USE 4-3-1995; IN COMMERCE 10-10-1995. 


SN 75-324,139. SHILHANEK, THOMAS A., NEW YORK, NY 
FILED 7-14-1997. 


FOR COMPUTER GRAPHICS DESIGN AND SCENIC DESIGN 
FOR OTHERS (U.S. CLS. 100 AND 101). 
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SN 75-406,586. CLINTRAILS BIORESEARCH LTD., 
SENNEVILLE PROVINCE OF QUEBEC H9X 3R3, CANADA, 
FILED 12-17-1997. 


PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA AP- 
PLICATION NO. 848336, FILED 6-17-1997, REG. NO. 
TMA530774, DATED 8-3-2000, EXPIRES 8-3-2015. 

FOR PRE CLINICAL LABORATORY RESEARCH SERVICES 
FOR THE PHARMACEUTICAL, BIOTECHNOLOGY AND CHEM- 
ICAL INDUSTRIES TO DETERMINE PRODUCT SAFETY AND 
EFFICACY IN THE AREAS OF TOXICOLOGY, NAMELY, CAR- 
CINOGENICITY, DERMAL, INFUSION, INHALATION, 
NEUROTOXICITY, ORAL AND REPRODUCTION, DRUG ME- 
TABOLISM AND PHARMACOKINETICS, CARDIOVASCULAR 
PROFILING, IMMUNOLOGY, PATHOLOGY, CLINICAL PA- 
THOLOGY, INVITRO STUDIES; BONE RESEARCH, NAMELY, 
OSTEOPOROSIS AND BIOMATERIALS, AND ANALYTICAL 
CHEMISTRY; CLINICAL RESEARCH SERVICES FOR THE 
PHARMACEUTICAL, BIOTECHNOLOGY AND CHEMICAL IN- 
DUSTRIES TO DETERMINE THE SAFETY AND EFFICACY OF 
NOVEL THERAPEUTIC DRUGS IN HUMANS (U.S. CLS. 100 
AND 101). 


SN 75-460,104. IXL ENTERPRISES, INC., ATLANTA, GA. BY 
CHANGE OF NAME IXL HOLDINGS, INC., ATLANTA, GA. 
FILED 4-1-1998. 


IXL 


FOR HOSTING THE WEB SITES OF OTHERS ON A COM- 
PUTER SERVER FOR A GLOBAL COMPUTER NETWORK (U.S. 
CLS. 100 AND 101). 

FIRST USE 9-0-1996; IN COMMERCE 9-0-1996. 


SN 75-475,821. 
4-28-1998. 


9IIGIFTS, INC., SAN DIEGO, CA. FILED 


GIFT ALERT 


FOR RETAIL STORE SERVICES AVAILABLE OVER A GLOB- 
AL COMPUTER NETWORK FEATURING GIFTS (U.S. CLS. 100 
AND 101). 

FIRST USE 11-6-1997; IN COMMERCE 11-6-1997. 
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SN 75-554,360. VEIN CENTRE OF THE PALM BEACHES, WEST 
PALM BEACH, FL. FILED 9-17-1998. 


VEIN CENTRE OF THE 
PALM BEACHES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“VEIN CENTRE’’, APART FROM THE MARK AS SHOWN. 

SEC. 2(F). 

FOR MEDICAL SERVICES, NAMELY DIAGNOSIS AND 
TREATMENT OF VEIN DISEASE AND DISORDERS (U.S. CLS. 
100 AND 101). 

FIRST USE 9-12-1994; IN COMMERCE 10-20-1994. 


SN 75-605,152. LIND, RICHARD, MIAMI, FL. FILED 12-14-1998. 


FOR LEGAL SERVICES ACCESSIBLE VIA A GLOBAL COM- 
PUTER INFORMATION NETWORKS (U.S. CLS. 100 AND 101). 
FIRST USE 1-15-1997; IN COMMERCE 1-15-1997. 


SN 75-609,577. HEALTHQUEST INTEGRATED THERAPY, INC.., 
FALLS CHURCH, VA. FILED 12-21-1998. 


HEALTHQUEST 
INTEGRATED THERAPY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“INTEGRATED THERAPY”, APART FROM THE MARK AS 
SHOWN. 

FOR PROVIDING HEALTH CARE INTEGRATED MASSAGE 
THERAPY SERVICES, NAMELY, NEUROMUSCULAR THER- 
APY, MYOFASCIAL RELEASE THERAPY, PHYSICAL THERAPY 
AND DEEP TISSUE MASSAGE (U.S. CLS. 100 AND 101). 

FIRST USE 10-1-1998; IN COMMERCE 10-1-1998. 
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SN 75-618,934. ALCOTT, JOHN, DBA PERFECT TOUCH CATER- 


ING, TULSA, OK. AND ALCOTT, JENNIFER, DBA PERFECT 
TOUCH CATERING, TULSA, OK. FILED 1-12-1999. 


PERFECT TOUCH 
CATERING 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**CATERING”’, APART FROM THE MARK AS SHOWN. 

FOR CATERING SERVICE (U.S. CLS. 100 AND 101). 

FIRST USE 10-25-1993; IN COMMERCE 10-25-1993. 


SN 75-623,926. GREATER MINNEAPOLIS COUNCIL OF 
CHURCHES, MINNEAPOLIS, MN. FILED 1-20-1999. 


FOR CHARITABLE SERVICES WHICH EMPOWER AMER- 
ICAN INDIAN PEOPLE, NAMELY, PROVIDING GROUP AND 
INDIVIDUAL COUNSELING IN THE FIELDS OF LEADERSHIP 
DEVELOPMENT, PRENATAL CARE, PARENTING SKILLS, 
CONFLICT MANAGEMENT, SELF-ESTEEM DEVELOPMENT 
AND OTHER BASIC LIFE SKILLS (U.S. CLS. 100 AND 101). 

FIRST USE 12-0-1973; IN COMMERCE 12-0-1973. 
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SN 75-643,511. PEGASUS TRANSTECH CORPORATION, 
TAMPA, FL. FILED 2-16-1999 


FOR COMPUTER SOFTWARE CONSULTATION FOR IMAGED 
DOCUMENT MANAGEMENT FOR USE IN THE TRANSPOR- 
TATION INDUSTRY (U.S. CLS. 100 AND 101). 


SN 75-662,776. STOTLER, M. GAIL, DBA ROSEWOOD HEALTH 
CLINIC, EAST ALTON, IL. FILED 3-18-1999. 


¥ Sysmas 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
THE REPRESENTATION OF A CADUCEUS, APART FROM THE 
MARK AS SHOWN. 

FOR PROVIDING ADVICE AND COUNSELING ON NUTRI- 
TIONAL AND OTHER HEALTH-RELATED TOPICS (U.S. CLS. 
100 AND 101). 

FIRST USE 10-1-1995; IN COMMERCE 10-1-1995. 
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SN 75-679,232. LOUBSER, PAUL G., SUGARLAND, TX. FILED 
4-9-1999. 


} irtual 
PF wis 
R eservoir 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
““VENOUS RESERVOIR’, APART FROM THE MARK AS 
SHOWN. 

FOR ANESTHESIOLOGICAL SERVICES, NAMELY STORING 
BLOOD SHORT-TERM, WHOLE BLOOD SEQUESTRATION, 
HEMODILUTION, BLOOD CONSERVATION, BLOOD OXYGEN- 
ATION AND SIMULTANEOUS AVOIDANCE OF ALLOGENIC 
BLOOD (U.S. CLS. 100 AND 101). 


SN 75-694,746. GRAYSTONE GRAPHICS, TONGANOXIE, KS. 
FILED 5-3-1999. 


GRAYSTONE GRAPHICS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**GRAPHICS*’, APART FROM THE MARK AS SHOWN. 

FOR GRAPHIC DESIGN SERVICES AND CUSTOM IMPRINT- 
ING OF CLOTHING WITH DECORATIVE DESIGNS (U.S. CLS. 
100 AND 101). 

FIRST USE 8-0-1985; IN COMMERCE 8-0-1985. 


SN 75-697,593. OLIECO, INC., 
5-3-1999. 


SHELBY TWP, MI. FILED 


HOAGIES HEROS 


FOR RESTAURANT SERVICES (U.S. CLS. 100 AND 101). 


SN 75-708,436. CARNEVALE COFFEE BAR, LLC, LAS VEGAS, 
NV. FILED 5—18-1999. 


CARNEVALE COFFEE BAR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**COFFEE BAR"’, APART FROM THE MARK AS SHOWN. 

THE ENGLISH TRANSLATION FOR THE WORD 
*“CARNEVALE” IN THE MARK IS *‘CARNIVAL”’. 

FOR COFFEE BAR SERVICES (U.S. CLS. 100 AND 101). 
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SN 75-742.519. ADVANCED DIGITAL MEDIA SYSTEMS, INC., 
GREENSBORO, NC. FILED 7-2-1999. 


THE ELEVATOR CHANNEL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“ELEVATOR”, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER PROGRAMMING FOR OTHERS, NAMELY 
IN THE FIELD OF ANALOG AND DIGITAL AUDIO VISUAL 
AND HIGH DEFINITION DISPLAYS FOR USE IN ELEVATORS 
(U.S. CLS. 100 AND 101). 


SN 75-767,596. LIGHTBRIDGE, INC., BURLINGTON, MA. FILED 
8-4-1999. 


FRAUD CENTURION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**FRAUD", APART FROM THE MARK AS SHOWN. 

FOR CONSULTING SERVICES REGARDING THE DETECTION 
OF CUSTOMER FRAUD IN THE COMMUNICATIONS FIELD; 
COMPUTERIZED FRAUD DETECTION SERVICES FOR DE- 
TECTING FRAUD BY TELECOMMUNICATIONS SERVICES 
CUSTOMERS (U.S. CLS. 100 AND 101). 


SN 75-768,995. LATIN INTELLECTUAL PROPERTIES, INC., LOS 
ANGELES, CA. FILED 8-5-1999 


LA BOCA DEL CONGA 
ROOM 


OWNER OF U.S. REG. NO. 2,230,802. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**ROOM"’, APART FROM THE MARK AS SHOWN. 

THE NON-ENGLISH WORDING IN THE MARK TRANSLATES 
TO **THE MOUTH OF THE CONGA” IN ENGLISH. 

FOR RESTAURANT; BAR; CATERING AND 
SERVICES (U.S. CLS. 100 AND 101). 


NIGHTCLUB 


SN 75-771,576. STUDIO Z TEXTILES, LLC, GRAND RAPIDS, 
MI. FILED 8-9-1999. 


STUDIO Z TEXTILES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“STUDIO” AND ‘“‘TEXTILES’’, APART FROM THE MARK AS 
SHOWN. 

FOR TEXTILE DESIGN SERVICES IN THE FIELD OF FUR- 
NITURE AND WALL COVERINGS (U.S. CLS. 100 AND 101). 

FIRST USE 4-1-1999; IN COMMERCE 4-1-1999. 
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SN 75-781,936. RABSON, JOSEPH A., PLYMOUTH MEETING, 
PA. FILED 8-23-1999. 


THE MARK CONSISTS OF A STYLIZED MAN AND WOMAN. 

FOR MEDICAL SERVICES, NAMELY, COSMETIC, RECON- 
STRUCTIVE, SKIN CARE, AND LASER MEDICAL SERVICES 
(U.S. CLS. 100 AND 101). 

FIRST USE 12-1-1999; IN COMMERCE 12-1-1999 


SN 75-783,868. MEMORIAL HERMANN HEALTHCARE SYS- 
TEM, INC., HOUSTON, TX. FILED 8-25-1999. 


THE DRAWING IS LINED IN COLOR TO INDICATE GREEN, 
BLUE, RED AND YELLOW. 
FOR PEDIATRIC HOSPITAL SERVICES (U.S. CLS. 100 AND 


101). 
FIRST USE 3-0-1998; IN COMMERCE 3-0-1998. 


SN 75-786,873. HARTFORD FIRE INSURANCE COMPANY, 
HARTFORD, CT. FILED 8-27-1999. 


TECHNOLOGY SOLUTIONS 
FOR YOUR BUSINESS 
CHALLENGES 


FOR INFORMATION TECHNOLOGY CONSULTING SERV- 
ICES (U.S. CLS. 100 AND 101). 
FIRST USE 10-0-1998;, IN COMMERCE 10-00-1998. 
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SN 75-789,784. BANNER HEALTH SYSTEM, FARGO, ND. BY 
MERGER, BY CHANGE OF NAME; BY CHANGE OF NAME 
LUTHERAN HEALTH SYSTEMS, FARGO, ND. FILED 
9-1-1999. 


BANNER HEALTH CENTRAL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*‘HEALTH"’, APART FROM THE MARK AS SHOWN. 

FOR PROVIDING HEALTH CARE SERVICES (U.S. CLS. 100 
AND 101). 


SN 75-793,808. SMARTIFACTS, LLC, MARINA DEL REY, CA. 
FILED 9-7-1999. 


SMARTIFACTS 


FOR PROVIDING USE OF AN ON-LINE SEARCHABLE COM- 
PUTER DATABASE AND SOFTWARE FOR USE IN LOCATING, 
ORGANIZING, PRESENTING, VIEWING, CREATING, AND 
DOWNLOADING A WIDE VARIETY OF INFORMATION AND 
MATERIALS ON A GLOBAL COMPUTER NETWORK; PRO- 
VIDING COMPUTER SERVICES, NAMELY, CREATING, DE- 
SIGNING AND MAINTAINING WEB SITES; CONSULTATION 
IN THE FIELD OF COMPUTER SOFTWARE AND COMPUTER 
HARDWARE, COMPUTER SOFTWARE DESIGN FOR OTHERS 
AND INSTALLATION OF COMPUTER SOFTWARE; COMPUTER 
PROGRAMMING AND CONSULTATION FOR OTHERS IN THE 
FIELD OF GLOBAL COMPUTER NETWORK COMMUNICA- 
TIONS (U.S. CLS. 100 AND 101). 

FIRST USE 9-15-1998; IN COMMERCE 9-15-1998. 


SN 75-797,987. LEMLE, DOUGLAS, BOSTON, MA. FILED 
9-13-1999. 


eoe°o 
BARKING CRAB 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“CRAB”, APART FROM THE MARK AS SHOWN. 

THE MARK CONSISTS OF A DESIGN OF A CRAB AND 
THE STYLIZED LETTERING **THE BARKING CRAB”. 

FOR RESTAURANT SERVICES (U.S. CLS. 100 AND 101). 

FIRST USE 5-0-1994; IN COMMERCE 5-0-1994 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 75-799,009. CALIFORNIA INDEPENDENT SYSTEM OPER- 
ATOR CORPORATION, FOLSOM, CA. FILED 9-10-1999. 


ny nt 

D (] 

ey y- 
7 lol MT 


SS | 
Cryptographic Universal 
Design Architecture 





NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“CRYPTOGRAPHIC” AND ‘DESIGN ARCHITECTURE”, 
APART FROM THE MARK AS SHOWN. 

THE DRAWING IS LINED FOR THE COLORS RED, BLUE, 
YELLOW, GREEN, VIOLET AND GREY, WHICH ARE CLAIMED 
AS FEATURES OF THE MARK. 

FOR COMPUTER NETWORK DESIGN AND SYSTEM INTE- 
GRATION FOCUSED ON INFORMATION SECURITY, NAMELY, 
PROVIDING NETWORK PROTECTION AND SECURITY (U.S. 
CLS. 100 AND 101). 


SN 75-801,108. ESTATES IN TRANSITION INC., MINNETONKA, 
MN. FILED 9-16-1999. 


RENT A DAUGHTER 


FOR COORDINATED SERVICES FOR SENIOR CITIZENS, 
NAMELY, ASSESSMENT OF THE HEALTH, SOCIAL, MENTAL 
AND PERSONAL NEEDS OF INDIVIDUAL SENIOR CITIZENS; 
COORDINATION AND SUPERVISION FOR SENIOR CITIZENS 
OF HEALTH CARE, LONG-TERM AND CHRONIC CARE, AND 
SOCIAL AND PERSONAL SERVICES THAT MAY BE HOME 
OR COMMUNITY BASED OR PROVIDED BY IN-PATIENT OR 
OUT-PATIENT PRIVATE CONTRACTORS; IN-HOME ASSESS- 
MENT OF THE NEEDS OF, AND DEVELOPMENT OF A CARE 
PLAN FOR SENIOR CITIZENS; LIAISON SERVICES BETWEEN 
SENIOR CITIZENS AND THEIR CARE GIVERS AND DISTANT 
FAMILY MEMBERS; LEGAL ADVOCACY FOR SENIORS (U.S. 
CLS. 100 AND 101). 

FIRST USE 11-15-1982; IN COMMERCE 1-0-1998. 


SN 75-801,388. KROGER CO. OF MICHIGAN, THE, LIVONIA, 
ML. FILED 9-16-1999 


COST CUTTERS 


OWNER OF U.S. REG. NO. 1,237,751. 

SEC. 2(F). 

FOR RETAIL GROCERY STORE SERVICES (U.S. CLS. 100 
AND 101). 

FIRST USE 0-0-1980; IN COMMERCE 0-0-1980. 
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SN 75-811,019. BOSTON COMMON PRESS LIMITED PARTNER- 
SHIP, BROOKLINE VILLAGE, MA. FILED 9-29-1999. 


AMERICA’S TEST KITCHEN 


FOR COMPUTER SERVICES, NAMELY PROVIDING ON-LINE 
INFORMATION IN THE FIELD OF COOKING (U.S. CLS. 100 
AND 101). 


SN 75-811,135. TEAHOUSE 
OH. FILED 9-30-1999. 


NOODLES CORP., CLEVELAND, 


STAY TONED 


FOR RESTAURANT SERVICES (U.S. CLS. 100 AND 101). 


SN 75-811,137. TEAHOUSE NOODLES CORP., CLEVELAND, 
OH. FILED 9-30-1999. 


FOOD ON THE PATH TO 
ENLIGHTENMENT 


FOR RESTAURANT SERVICES (U.S. CLS. 100 AND 101). 


SN 75-811,314. ONESTOP.COM, INC., ATLANTA, GA. FILED 
9-30-1999. 


DENTISTONESTOP.COM 


FOR PROVIDING INFORMATION IN THE FIELD OF DEN- 
TISTRY OVER COMPUTER NETWORKS AND GLOBAL COM- 
MUNICATION NETWORKS (U.S. CLS. 100 AND 101). 


SN 75-811,317. ONESTOP.COM, INC., ATLANTA, GA. FILED 
9-30-1999. 


NURSINGHOMES 
ONESTOP.COM 


FOR PROVIDING INFORMATION IN THE FIELD OF NURS- 
ING HOME SERVICES OVER COMPUTER NETWORKS AND 
GLOBAL COMMUNICATION NETWORKS (U.S. CLS. 100 AND 
101). 
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SN 75-815,925. M&M DATA SYSTEMS, LLC, BELLEVUE, WA. 
FILED 10-5-—1999. 


VALIDIO 


FOR COMPUTER SOFTWARE DESIGN FOR OTHERS (U.S. 
CLS. 100 AND 101). 
FIRST USE 6-16-1999; IN COMMERCE 8-18-1999. 


SN 75-816,510. HOWARD SYSTEMS INTERNATIONAL, INC., 
STAMFORD, CT. FILED 10—6-1999. 


—_ 


Howard Systems International 





NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
““SYSTEMS INTERNATIONAL”, APART FROM THE MARK AS 
SHOWN. 

FOR CONSULTING REGARDING TECHNOLOGY SYSTEMS 
AND PROVIDING INFORMATION TECHNOLOGY SERVICES, 
NAMELY, ASSISTING BUSINESS USERS OF TECHNOLOGY IN 
DEVELOPING SOFTWARE APPLICATIONS AND PROGRAMS 
IN SUPPORT OF OPERATIONS (U.S. CLS. 100 AND 101). 

FIRST USE 9-0-1975; IN COMMERCE 9-0-1975. 


SN 75-817,185. GRADUATE MANAGEMENT ADMISSION 
COUNCIL, MCLEAN, VA. FILED 10-6-1999. 


EXPLORING THE MBA 


OWNER OF U.S. REG. NOS. 2,077,249 AND 2,141,858. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**MBA”’, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER SERVICES, NAMELY, PROVIDING ON-LINE 
INFORMATION REGARDING GRADUATE EDUCATION, DE- 
SCRIPTIONS OF GRADUATE MANAGEMENT PROGRAMS, 
AND PRODUCTS AND SERVICES RELATED TO TESTING AND 
EVALUATION OF APPLICANTS TO GRADUATE EDUCATION 
PROGRAMS (U.S. CLS. 100 AND 101). 


SN 75-817,916. S.G. MADISON & ASSOCIATES, INC., IRVING, 
TX. FILED 10-8-1999. 


ONCOLOGY encore 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“ONCOLOGY”, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER SERVICES, NAMELY PROVIDING DATA 
BASES FOR ACCESS TO ARTICLES MONOGRAPHS, NEWS- 
LETTERS AND OTHER LIKE PUBLISHED ARTICLES VIA A 
GLOBAL COMPUTER NETWORK IN THE FIELD OF CON- 
TINUING MEDICAL EDUCATION FOR PHYSICIANS, NURSES, 
PHARMACISTS, AND OTHER HEALTH CARE PROFESSIONALS 
SPECIALIZING IN THE TREATMENT OF CANCER, HIV, AND 
RELATED DISEASES (U.S. CLS. 100 AND 101). 
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SN = _75-818,269. VERIFICATION TECHNOLOGIES, _ INC., 
CENTERBROOK, CT. FILED 10-8-1999. 


GLOBAL FINGERPRINT 
VERIFICATION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“GLOBAL” AND ‘VERIFICATION’, APART FROM THE 
MARK AS SHOWN 

FOR PRODUCT INGREDIENT AUTHENTICATION SERVICES 
FOR THE FOOD AND BEVERAGE INDUSTRY (U.S. CLS. 100 
AND 101) 


SN 75-824,846. CYCLONE COMMERCE, INC., SCOTTSDALE, 
AZ. FILED 10-18-1999. 


CYCLONE COMMERCE 
COMMUNITY 


FOR COMPUTER CONSULTATION SERVICES, NAMELY, 
PROVIDING CONSULTATION EXPERTISE AND COMPUTER 
HOSTING SERVICES FOR BUILDING, DEPLOYING, AND OPER- 
ATING GLOBAL COMPUTER NETWORK ELECTRONIC COM- 
MERCE (U.S. CLS. 100 AND 101). 


SN 75-825,623. INTERTRUST TECHNOLOGIES CORPORATION, 
SANTA CLARA, CA. FILED 10-18-1999. 


NETTRUST 


FOR PROVIDING INFORMATION AND CONSULTATION ON 
THE RULES AND STANDARDS OF ELECTRONIC DISTRIBU- 
TION, RIGHTS PROTECTION, MANAGEMENT OF DIGITAL 
DATA, AND MANAGEMENT OF SECURE ELECTRONIC 
EVENTS OR TRANSACTIONS; ONLINE AUTHORITATIVE AND 
INDUSTRY REPORTS IN THE FIELDS OF ELECTRONIC DIS- 
TRIBUTION, RIGHTS PROTECTION, MANAGEMENT OF DIG- 
ITAL DATA, AND MANAGEMENT OF SECURE ELECTRONIC 
EVENTS AND TRANSACTIONS (U.S. CLS. 100 AND 101) 


SN 75-827,028. TECHTARGET.COM, INC., DEDHAM, MA. FILED 
10-20-1999 


TECHTARGET.COM 


FOR COMPUTER SERVICES, NAMELY, PROVIDING SEARCH 
ENGINES FOR OBTAINING DATA ON A DATA ON A GLOBAL 
COMPUTER NETWORK IN THE FIELD OF INFORMATIONAL 
TECHNOLOGY FEATURING JOB NETWORKING, INFORMA- 
TIONAL TECHNOLOGY RELATED GOODS AND SERVICES, IN- 
FORMATIONAL TECHNOLOGY EVENTS, AND FACILITATING 
COLLABORATIVE EXCHANGES AMONG USERS (U.S. CLS. 100 
AND 101). 

FIRST USE 9-15-1999; IN COMMERCE 9-15-1999. 
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SN 75-829,031. NORTHEAST POWER COORDINATING COUN- 
CIL, NEW YORK, NY. FILED 10-22-1999. 


NPCC 


FOR ASSOCIATION SERVICES, NAMELY, ENCOURAGING 
AND FURTHERING THE RELIABILITY OF INTERCONNECTION 
POWER SYSTEMS FOR THE BENEFIT OF CONSUMERS OF 
POWER AND ELECTRICITY (U.S. CLS. 100 AND 101). 

FIRST USE 8-7-1972; IN COMMERCE 8-7-1972. 


SN 75-829,757. ECFACTORY, INC., COLUMBUS, OH. FILED 
10-22-1999. 


ECFACTORY 


FOR COMPUTER SERVICES NAMELY WEB SITE DEVELOP- 
MENT AND HOSTING SERVICES FOR OTHERS (U.S. CLS. 100 
AND 101). 

FIRST USE 10-15-1999; IN COMMERCE 10-15-1999. 


SN 75-829,794. CYCLONE COMMERCE, INC., SCOTTSDALE, 
AZ. FILED 10-18-1999. 


CYCLONE TRADING 
COMMUNITIES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“TRADING COMMUNITIES"’, APART FROM THE MARK AS 
SHOWN. 

FOR COMPUTER CONSULTATION SERVICES, NAMELY, 
PROVIDING CONSULTATION EXPERTISE AND COMPUTER 
HOSTING SERVICES FOR BUILDING, DEPLOYING, AND OPER- 
ATING GLOBAL COMPUTER NETWORK ELECTRONIC COM- 
MERCE (U.S. CLS. 100 AND 101). 

FIRST USE 9-0-1999; IN COMMERCE 9-0-1999. 


SN 75-829,899. LIBER, SHELDON D.. SANTA MONICA, CA. 
FILED 10-22-1999. 


TENERGY 


FOR CONSULTATION SERVICES IN THE FIELDS OF 
SCIENCE FACT AND SCIENCE FICTION CONCEPTS FOR EN- 
TERTAINMENT AND EDUCATION INDUSTRIES (U.S. CLS. 100 
AND 101). 
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SN 75-830,891. TRICENTURION, L.L.C., COLUMBIA, SC. FILED 


10-25--1999 


TriCent 1554 (0) ee a Ke 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*““LLC”’, APART FROM THE MARK AS SHOWN 

FOR HEALTH INSURANCE INVESTIGATION SERVICES (U.S 
CLS. 100 AND 101) 


SN 75-833.815. HEALTH PLUS MARKETING SERVICES, INC.. 
PLAINVIEW, NY. FILED 10-28-1999 


HELP.911 


FOR PROVIDING COMPUTER, FIRE, SECURITY AND EMER- 
GENCY ALARM AND ASSISTANCE SERVICES VIA A WORLD 
WIDE COMPUTER NETWORK; DISSEMINATION OF DATA 
OVER A COMPUTER NETWORK IN THE FIELD OF FIRE, SE- 
CURITY AND EMERGENCY ALARM AND ASSISTANCE SERV- 
ICES; COMPUTER CONSULTING AND SYSTEM ANALYSIS 
(U.S. CLS. 100 AND 101) 


SN 75-836,666. GLOBETECH SERVICES, INC., NAPERVILLE, IL 
FILED 1 1-1-1999. 


(law 
( >) Globetech Services, Inc. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“SERVICES, INC."’, APART FROM THE MARK AS SHOWN. 

FOR ENGINEERING AND TECHNICAL CONSULTATION IN 
THE FIELD OF PROCESS ENGINEERING (U.S. CLS. 100 AND 
101). 

FIRST USE 1|-2-1996, IN COMMERCE 1-2-1996. 
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SN 75-836,790. UNIVERSAL MICROELECTRONICS CO., LTD., 
TAICHUNG INDUSTRIAL PARK, TAIWAN, FILED 11-1-1999 


de 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“UNIVERSAL MICROELECTRONICS", APART FROM THE 
MARK AS SHOWN. 

FOR COMPUTER PROGRAMMING SERVICES, CONSULTING 
AND TECHNICAL SUPPORT SERVICES RELATING TO DESIGN 
AND USE OF COMPUTER PROGRAMS, COMPUTERS, COM- 
PUTER HARDWARE AND COMPUTER SYSTEMS (U.S. CLS. 
100 AND 101). 


UMCC 


UNIVERSAL PICROELECTRONICS 


SN 75-843,691. FORD MOTOR COMPANY, DEARBORN, MI. 
FILED 11-8-1999. 


CONSUMER CONNECT 


FOR SERVICES FOR AUTOMOTIVE CONSUMERS AND 
DEALERS, NAMELY, PROVIDING ON-LINE INFORMATION 
FOR VEHICLES REGARDING PRICING, OPTIONS, LOCATION; 
SPECIFICATIONS, RECALL NOTICES, MAINTENANCE RE- 
MINDERS, ELECTRONIC COUPONS, OF AND FOR VEHICLES; 
PROVIDING ON-LINE INFORMATION REGARDING BUSINESS 
MANAGEMENT AND CONSULTING, EDUCATION, ENTER- 
TAINMENT, TRAVEL AND LIFESTYLE; ON-LINE CUSTOMER 
RELATIONSHIP MANAGEMENT, ON-LINE INVENTORY MAN- 
AGEMENT; WEBSITE DEVELOPMENT; MANUFACTURING, 
ENGINEERING, SERVICING, TESTING AND DESIGNING FOR 
OTHERS IN THE FIELD OF MOTOR VEHICLES, AUTOMOTIVE 
ELECTRONICS, SOFTWARE, MULTIMEDIA SYSTEMS AND 
CLIMATE CONTROL SYSTEMS AND OTHER SIMILAR FIELDS; 
MOTOR CLUBS; MOTOR VEHICLE INSPECTION SERVICES 
(U.S. CLS. 100 AND 101). 


SN 75-848,193. COASTAL NETWORKS, LLC, GOLETA, CA. 
FILED 11-15-1999. 


NETFINGERS 


FOR COMMERCIAL INFORMATION AND DIRECTORY SERV- 
ICES PROVIDED ON-LINE VIA AN ELECTRONIC DATABASE 
FEATURING LINKS TO BUSINESSES AND SERVICES BY WAY 
OF A GLOBAL COMPUTER NETWORK; BUSINESS INFORMA- 
TION IN THE FIELD PLANNING, RESEARCH, NETWORKING, 
CONSULTING AND MANAGEMENT PROVIDED ON LINE VIA 
A GLOBAL COMPUTER NETWORK (U.S. CLS. 100 AND 101). 

FIRST USE 3-8-1999; IN COMMERCE 3-8-1999. 
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SN 75-848,541. BEDROSSIAN, BERGE, SAN JOSE, CA. FILED 
11-15-1999. 


ECARD CAFE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**ECARD”’, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER SERVICES, NAMELY, PROVIDING ELEC- 
TRONIC GREETING CARDS AND POST CARDS VIA A GLOB- 
AL COMPUTER NETWORK (U.S. CLS. 100 AND 101). 


SN 75-851,069. ORTHOPEDIC HOSPITAL, LTD., HOUSTON, TX. 
FILED 11-17-1999. 


6 
- = 


OWNER OF U.S. REG. NO. 2,256,835. 

FOR PROVIDING MEDICAL SERVICES, NAMELY, PRO- 
VIDING INFORMATION AND ADVICE RELATING TO 
HEALTHCARE, MEDICAL NEWS AND MEDICAL SERVICES 
ON A GLOBAL OR LOCAL COMPUTER COMMUNICATIONS 
NETWORK (U.S. CLS. 100 AND 101). 

FIRST USE 5-28-1999; IN COMMERCE 5-28-1999. 


SN 75-851,841. NGUYEN, THINH V., LOS GATOS, CA. FILED 
11-16-1999. 


HOSPITALGLOBE 


FOR PROVIDING NEWS AND INFORMATION IN THE FIELD 
OF MEDICINE, HEALTH, HOSPITALS, HOSPITAL CARE, HOS- 
PITAL ADMINISTRATION AND HEALTH CARE PROVIDERS 
VIA A GLOBAL COMPUTER NETWORK; PROVIDING MED- 
ICAL SERVICES VIA A GLOBAL COMPUTER NETWORK; 
COMPUTER SERVICES, NAMELY PROVIDING INFORMATION 
ON THE SUBJECT OF MEDICINE, HEALTH, HOSPITALS, HOS- 
PITAL CARE, HOSPITAL ADMINISTRATION AND HEALTH 
CARE PROVIDERS BY PROVIDING HYPERTEXT LINKS TO 
WEBSITES OF OTHERS (U.S. CLS. 100 AND 101). 
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SN 75-852,455. TRANSPLANT COUNCIL OF THE ROCKIES, 
DBA DONOR AWARENESS COUNCIL, DENVER, CO. FILED 
11-17-1999. 


SAY YES 


FOR STIMULATING AND PROMOTING INTEREST IN 
ORGAN AND TISSUE DONATION (U.S. CLS. 100 AND 101). 
FIRST USE 10-0-1999; IN COMMERCE 10-0-—1999. 


SN 75-854,190. OPEN SOFTWARE ASSOCIATES LIMITED, 
RINGWOOD, VICTORIA 3134, AUSTRALIA, FILED 
11-19-1999. 


FOR COMPUTER CONSULTATION SERVICES RELATING TO 
COMPUTERS, COMPUTER SOFTWARE, AND COMPUTER 
HARDWARE; COMPUTER PROGRAMMING SERVICES; COM- 
PUTER SOFTWARE DESIGN AND MAINTENANCE SERVICES; 
COMPUTER CONSULTING SERVICES IN THE FIELD OF IM- 
PLEMENTATION AND UTILIZATION OF INTERNET APPLICA- 
TIONS; ALL OF THE FOREGOING PROVIDED PERSONALLY 
OR BY MEANS OF VIDEOCONFERENCING OVER THE INTER- 
NET AND OTHER LOCAL, WIDE AREA, AND GLOBAL COM- 
PUTER NETWORKS (U.S. CLS. 100 AND 101). 


SN 75-855,076. ALLEN JAMES MORROW, QUEENSLAND, AUS- 
TRALIA, FILED 12-8-1999. 


GLOBAL DESIGNS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**DESIGNS’’, APART FROM THE MARK AS SHOWN. 

FOR GRAPHIC ART DESIGN (U.S. CLS. 100 AND 101). 

FIRST USE 8-7-1996; IN COMMERCE 8-7-1996. 
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SN 75-863,294. FOUNDATION FOR A BETTER LIFE, THE, DEN- 
VER, CO. BY CHANGE OF NAME FOUNDATION FOR A 
BETTER LIFE, DENVER, CO. FILED 12-1-1999. 


FOUNDATION FOR A 
BETTER LIFE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**FOUNDATION”’, APART FROM THE MARK AS SHOWN. 

FOR PROMOTING PUBLIC AWARENESS OF THE NEED TO 
DO GOOD, TO PROMOTE VALUES, TO BE A GOOD CITIZEN, 
AND TO PERFORM COMMUNITY SERVICE AND CHARITABLE 
ACTIVITIES (U.S. CLS. 100 AND 101). 


SN 75-864,256. THINGWORLD.COM, LLC, NEWTON, MA. 
FILED 12-6-1999. 


INCREASE RETURNS 


FOR COMPUTER SOFTWARE DESIGN, DEVELOPMENT FOR 
OTHERS AND TECHNICAL SUPPORT SERVICES, NAMELY. 
TROUBLE SHOOTING OF COMPUTER HARDWARE AND SOFT- 
WARE PROBLEMS VIA THE TELEPHONE, E-MAIL, THE 
INTERNET AND/OR IN-PERSON (U.S. CLS. 100 AND 101). 


SN 75-867,417. ERICKSON TETIREMENT COMMUNITIES, LLC, 
BALTIMORE, MD. BY ASSIGNMENT SENIOR CAMPUS LIV- 
ING, LLC, BALTIMORE, MD. FILED 12-10-1999. 


> a 
Erickson 


Retirement Communities 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*““RETIREMENT COMMUNITIES”, APART FROM THE MARK 
AS SHOWN 

FOR LIFE CARE RETIREMENT HOME SERVICES (U.S. CLS. 
100 AND 101). 


OFFICIAL GAZETTE 
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SN 75-877,765. SYNTEL, INC., TROY, MI. FILED 12-23-1999. 


NEW2USA.COM 


FOR PROVIDING ONLINE INFORMATION AND DATA PER- 
TAINING TO THE UNITED STATES OF AMERICA, FOR USE 
BY VISITORS, IMMIGRANTS, AND NEW CITIZENS VIA A 
GLOBAL COMPUTER NETWORK; AND PROVIDING ELEC- 
TRONIC LINKS TO THIRD PARTIES, NAMELY, INDIVIDUALS, 
CORPORATIONS, BUSINESSES, AGENCIES, AND ORGANIZA- 
TIONS THAT OFFER SERVICES AND RESOURCES TO VISI- 
TORS, IMMIGRANTS, AND NEW CITIZENS (U.S. CLS. 100 AND 
101). 


SN 75-881,253. MARTINBROUGH, SHAWN, FALLS CHURCH, 
VA. AND STONE, MILO, FALLS CHURCH, VA. AND 
ILLIDGE, JOSEPH, FALLS CHURCH, VA. FILED 12-27-1999. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**PRODUCTIONS"’, APART FROM THE MARK AS SHOWN. 

FOR ANIMATION AND PRODUCTION SERVICES, AS ANI- 
MATORS AND ANIMATION PRODUCERS, FOR MOTION PIC- 
TURES, TELEVISION, VIDEO, GLOBAL COMPUTER INFORMA- 
TION NETWORKS AND OTHER MEDIA; PRODUCING PRO- 
GRAMMING CONCEPTS AND IDEAS IN THE FIELDS OF MO- 
TICN PICTURES, TELEVISION, VIDEO, GLOBAL COMPUTER 
INFORMATION NETWORKS AND OTHER MEDIA; CREATIVE 
PRODUCTION SERVICES, NAMELY, WRITING, DIRECTING, 
EDITING AND ALL OTHER AREAS OF PRODUCTION SERV- 
ICES AS THEY RELATE TO VISUAL MEDIA (U.S. CLS. 100 
AND 101). 


SN 75-882,879. WETLAND SOLUTIONS, INC., CANTONMENT, 
FL. FILED 12-30-1999. 


WETLAND SOLUTIONS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*‘WETLAND”’, APART FROM THE MARK AS SHOWN. 

FOR CONSULTING ON THE USE OF WETLANDS TO IM- 
PROVE WATER QUALITY (U.S. CLS. 100 AND 101). 

FIRST USE 1-1-1998; INCOMMERCE 1-1-1998. 
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SN 75-883,458. MOBILE SCREENING AUTHORITY, 
BELTSVILLE, MD. FILED 12-30-1999 


INC., 


AUTHORITY, ine. 
A Commitment To Weliness. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**MOBILE SCREENING AUTHORITY INC.”* AND 
**WELLNESS"’, APART FROM THE MARK AS SHOWN. 

FOR MEDICAL TESTING AND SCREENING SERVICES, 
NAMELY, PROVIDING STROKE, OSTEOPOROSIS, HEART DIS- 
EASE AND OTHER BIOMETRIC HEALTH SCREENING USING 
TESTS INCLUDING CAROTID ARTERY EVALUATION, BONE 
DENSITY MEASUREMENT, ECHOCARDIOGRAMS, AND ELEC- 
TROCARDIOGRAMS (U.S. CLS. 100 AND 101). 

FIRST USE 10-1—1998; IN COMMERCE 10-1-1998. 


SN 75-883,929. ENANTA PHARMACEUTICALS, INC., 


BRIDGE, MA. FILED 12-30-1999. 


ENANTA PHARMACEUTICALS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“PHARMACEUTICALS”, APART FROM THE MARK AS 
SHOWN. 

THE STIPPLING SHOWN IN THE MARK IS FOR SHADING 
PURPOSES ONLY. 

FOR RESEARCH AND DEVELOPMENT SERVICES IN THE 
FIELD OF IDENTIFICATION OF COMPOUNDS AS POTENTIAL 
THERAPEUTIC PRODUCTS (U.S. CLS. 100 AND 101). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 75-884,203. FLATTE, JAMES RUSSELL, WAYNESBORO, VA. 
FILED 1-3-2000. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**THE DENT CENTER’’, APART FROM THE MARK AS SHOWN. 

FOR AUTOMOBILE REPAIR SERVICES, NAMELY, 
PAINTLESS DENT REMOVAL AND AUTOMOBILE DETAILING 
SERVICES (U.S. CLS. 100 AND 101). 


SN 75-885.950. EXNIHILO DESIGN, INC., PROVIDENCE, RI 


FILED 1-4-2000. 


EXNIHILO 


FOR WEBSITE DESIGN SERVICES (U.S. CLS. 100 AND 101). 
FIRST USE 6-0-1997; IN COMMERCE 6-0-1997. 


SN 75-889,865. SIMPLE ABUNDANCE, INC., BETHESDA, MD 
FILED 1-7-2000. 


GRATITUDE JOURNAL 


OWNER OF U.S. REG. NO. 1,916,924. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*\JOURNAL”’, APART FROM THE MARK AS SHOWN. 

FOR PROVIDING WEB SITES ON A GLOBAL COMPUTER 
NETWORK FEATURING AUDIO, VIDEO, TEXT, AND MULTI- 
MEDIA CONTENT IN THE FIELDS OF INSPIRATIONAL, SPIR- 
ITUALITY, PERSONAL DEVELOPMENT SELF-FULFILLMENT, 
SELF-HELP, SELF-ANALYSIS, HERITAGE, ETHNICITY, CUL- 
TURAL TRADITIONS AND CUSTOMS, WOMEN’S STUDIES, 
AND MOTIVATIONAL TOPICS (U.S. CLS. 100 AND 101) 
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SN 75-892,794. GAMBRO LUNDIA AB, BOX 
LUND, SWEDEN, FILED 1-10-2000. 


10101, 220 10 


 GAMBRO 


OWNER OF U.S. REG. NOS. 985,118, 2,241,344 AND OTHERS 

THE MARK CONSISTS OF TWO CIRCULAR AREAS EACH 
HAVING A SUBSTANTIALLY TRIANGULAR RECESS. 

FOR MEDICAL SERVICES, NAMELY, CARING FOR PA- 
TIENTS WITH ACUTE AND CHRONIC KIDNEY DISEASES IN 
HOSPITALS, SATELLITE FACILITIES AND AT HOME, AND RE- 
LATED SERVICES, NAMELY, MEDICAL PROCEDURES, NAME- 
LY, PROVIDING DIALYSIS TREATMENTS; DISEASE MANAGE- 
MENT, NAMELY, COUNSELING PATIENTS OF KIDNEY DIS- 
EASE IN COPING WITH THE ILLNESS; CLINICAL MEDICAL 
LABORATORY SERVICES; COLLECTION OF BLOOD COMPO- 
NENTS (U.S. CLS. 100 AND 101). 


SN 75-896,666. LIFECARE TECHNOLOGIES, 
WATER, FL. FILED 1-14-2000. 


INC, CLEAR- 


LIFECARE TECHNOLOGIES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*““TECHNOLOGIES”’, APART FROM THE MARK AS SHOWN. 

FOR TECHNICAL SUPPORT SERVICES, NAMELY, TROUBLE- 
SHOOTING OF COMPUTER AND SOFTWARE PROBLEMS VIA 
TELEPHONE, E-MAIL, AND IN-PERSON SUPPORT; COMPUTER 
CONSULTING FOR THE MANAGEMENT OF PATIENT HEALTH 
CARE DATA AND MEDICAL TREATMENT INFORMATION 
(U.S. CLS. 100 AND 101). 

FIRST USE 6-0-1999; IN COMMERCE 6-0-1999. 


SN 75-905,350. MATOS, EDWARD, BROOKLYN, NY. FILED 
1-24-2000. 


NUEVO SABOR 


*“NUEVO SABOR"’ MEANS “NEW FLAVOR" IN SPANISH. 

FOR COMPUTER SERVICES, NAMELY, PROVIDING ON-LINE 
PUBLICATIONS, NAMELY, MAGAZINES IN THE FIELD OF 
TOPICS OF GENERAL INTEREST TO THE LATINO CULTURE 
(U.S. CLS. 100 AND 101). 

FIRST USE 9-0-1999; IN COMMERCE 1-11-2000. 
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SN 75-908,502. WILSON INTERNET SERVICES, ROCKLIN, CA. 
FILED 2-2-2000. 


DOCTOR EBIZ 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**EBIZ’’, APART FROM THE MARK AS SHOWN. 

FOR ELECTRONIC PUBLICATIONS, NAMELY, ONLINE 
NEWSLETTERS FEATURING INFORMATION ON ELECTRONIC 
COMMERCE MARKETING AND HOW TO CONDUCT BUSINESS 
ON A GLOBAL COMPUTER INFORMATION NETWORK (U.S. 
CLS. 100 AND 101). 

FIRST USE 1-30-2000; IN COMMERCE 1-30-2000. 


SN 75-915,343. SHOOP, HAMILTON W., JESSUP, MD. AND 
SHOOP, BURLEE J., JESSUP, MD. FILED 2-1-2000. 


ALPHADIGITAL 


FOR COMPUTER SERVICES, NAMELY, DESIGNING AND IM- 
PLEMENTING WEB SITES FOR OTHERS; COMPUTER CON- 
SULTATION IN THE FIELD OF WEBSITE DESIGN AND MAIN- 
TENANCE (U.S. CLS. 100 AND 101). 

FIRST USE 3-17-1998; IN COMMERCE 3-17-1998 


SN 75-915,388. STANEK, JOHN, J., MIAMI, FL. FILED 2-2-2000 


DATING BYTES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**DATING”’, APART FROM THE MARK AS SHOWN. 

FOR DATING SERVICES VIA A GLOBAL COMPUTER NET- 
WORK REQUIRING MEMBERSHIP TO PARTICIPATE (U.S. CLS. 
100 AND 101). 


SN 75-915,485. GRITTNER, JESSE K., ST. PAUL, MN. FILED 
2-2-2000. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**DESIGN"’, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER SERVICES, NAMELY, DESIGNING AND IM- 
PLEMENTING WEB SITES FOR OTHERS (U.S. CLS. 100 AND 
101). 
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SN 75-918,694. LOWER COLORADO RIVER AUTHORITY, AUS- 
TIN, TX. FILED 2-14-2000. 


COLORADO 
RIVER 


WATCH 
NETWORK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“*COLORADO RIVER WATCH NETWORK”’, APART FROM THE 
MARK AS SHOWN. 

FOR TESTING AND MONITORING OF WATER QUALITY, 
NAMELY, ENVIRONMENTAL STUDY THROUGH A WATER 
QUALITY DATA COLLECTION SYSTEM, WHEREIN VOLUN- 
TEERS MONITOR SEGMENTS OF THE COLORADO RIVER BY 
MEASURING THE CHEMICAL, PHYSICAL, AND BIOLOGICAL 
ELEMENTS OF A SITE WITH PARTICULAR ATTENTION TO 
THE MACROINVERTEBRATE POPULATION, AND THUS 
LEARN THE EFFECTS OF POLLUTION PROBLEMS IN A WA- 
TERSHED (U.S. CLS. 100 AND 101). 

FIRST USE 4-1-1994; IN COMMERCE 4-1-1994 


SN 75-925,.748. BAY TSP.COM, INC., LOS GATOS, CA. FILED 
2-24-2000. 


BAY TSP 


FOR PROVIDING REGISTRATION, MANAGEMENT AND EN- 
FORCEMENT SERVICES FOR TRACKING AND IDENTIFYING 
CONTENT AND DATA, FOR TRACKING AND IDENTIFYING 
USE OF CONTENT AND DATA, FOR NOTIFICATION OF USE 
OR POSSESSION OF CONTENT AND DATA, AND FOR EN- 
FORCEMENT AGAINST INAPPROPRIATE USE OR POSSESSION 
OF CONTENT AND DATA (U.S. CLS. 100 AND 101). 

FIRST USE 6-15-1999, IN COMMERCE 6-15-1999. 
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SN 75-925,910. GOTCHA INTERNATIONAL, L.P., IRVINE, CA. 
FILED 2-22-2000. 


CORE SPORTS INFO 
SOURCE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“SPORTS INFO SOURCE’, APART FROM THE MARK AS 
SHOWN. 

FOR COMPUTER SERVICES, NAMELY, PROVIDING DATA- 
BASES PROVIDING FEATURING GENERAL AND LOCAL 
NEWS, AND INFORMATION OF INTEREST TO SPECIFIC GEO- 
GRAPHIC AREAS AND PROVIDING ON-LINE NEWS IN THE 
FIELD OF MUSICAL, ATHLETIC AND SPORTING EVENTS (U.S. 
CLS. 100 AND 101). 


SN 75-929,339. CAMPBELL CUNNINGHAM LASER CENTER, 
PLLC, THE, KNOXVILLE, TN. FILED 2-26-2000. 


Enjoy life better when you see better 


FOR MEDICAL SERVICES, NAMELY LASER EYE CORREC- 
TION SERVICES (U.S. CLS. 100 AND 101). 
FIRST USE 8-15-1999; IN COMMERCE 9-25-1999. 


SN 75-934,883. MANHATTAN ROUTING, INC., NEW YORK, NY. 
FILED 3-3-2000. 


WE PUT THE SILICON IN 
SILICON ALLEY 


al 
FOR DESIGNING COMPUTER CHIPS FOR OTHERS (U.S. CLS. 
100 AND 101). 
FIRST USE 2-15-2000; IN COMMERCE 2-15-2000. 


SN 75-936,225. NAV-O-NOD, 
3-6-2000. 


INC., SCITUATE, MA. FILED 


VAVSNop 


FOR PRESERVING INFANT AND CHILDHOOD MEMENTOS 
OF OTHERS TO THEIR ORDER AND SPECIFICATION (U.S. 
CLS. 100 AND 101). 

FIRST USE 2-1-2000; IN COMMERCE 2-1-2000. 
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SN 75-941,664. PULVER.COM, INC.., 
3-10-2000 


MELVILLE, NY. FILED 


VON 


OWNER OF U.S. REG. NO. 2,301,299. 

FOR ASSOCIATION SERVICES, NAMELY, PROMOTING THE 
INTERESTS OF VIDEO AND VOICE ACTIVATED TECH- 
NOLOGIES (U.S. CLS. 100 AND 101). 

FIRST USE 5-15-1995; IN COMMERCE 5-15-1995. 


SN 75-941,861. 
3-10-2000 


MATSUI-JONES, INC., CHICAGO, IL. FILED 


RESTAUBAR 


FOR RESTAURANT, CATERING, BAR AND NIGHT CLUB 
SERVICES (U.S. CLS. 100 AND 101). 


SN 75-942,694. BAS BLEU. 
3-13-2000 


INC., ATLANTA, GA. FILED 


THE BAS BLEU SOCIETY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
““SOCIETY"’, APART FROM THE MARK AS SHOWN. 

THE ENGLISH TRANSLATION OF “BAS BLEU” IS “A 
BLUESTOCKING”’; **A LITERARY WOMAN”. 

FOR RETAIL SERVICES OF BOOKS, BOOKENDS; BOOK- 
MARKS, BOOK REST, READING GLASSES, CD'S, TAPES, FUR- 
NITURE, JEWELRY, CLOTHING, DISHES, GAMES, PILLOWS, 
NAPKIN RINGS, STATIONERY, KEY CHAINS, PLAYING 
CARDS, LUGGAGE TAGS, PUZZLES, PUPPETS, TOTE BAGS, 
WRITING INSTRUMENTS, POSTERS, PRINTS, GREETING 
CARDS, BOOK PLATES, PAPER CLIPS, CUPS, PUPPETS (U.S. 
CLS. 100 AND 101) 

FIRST USE 5-0-1999; IN COMMERCE 5-0-1999 


SN 75-942,695. 
3-13-2000. 


BAS BLEU, INC., ATLANTA, GA. FILED 


BAS BLEU 


THE ENGLISH TRANSLATION OF “BAS BLEU” IS “A 
BLUESTOCKING”’; *‘A LITERARY WOMAN”. 

FOR RETAIL SERVICES OF BOOKS, BOOKENDS, BOOK- 
MARKS, BOOK REST, READING GLASSES, CD’S, TAPES, FUR- 
NITURE, JEWELRY, CLOTHING, DISHES, GAMES, PILLOWS, 
NAPKIN RINGS, STATIONERY, KEY CHAINS, PLAYING 
CARDS, LUGGAGE TAGS, PUZZLES, PUPPETS. TOTE BAGS, 
WRITING INSTRUMENTS, POSTERS, PRINTS, GREETING 
CARDS, BOOK PLATES, PAPER CLIPS, CUPS, PUPPETS (U.S. 
CLS. 100 AND 101). 

FIRST USE 10-0-1994; IN COMMERCE 10-0-—-1994. 
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SN 75-943,656. CHAMBERLAIN 
CHICAGO, IL. FILED 3-14-2000. 


| Quit 


FOR HEALTH SERVICES, NAMELY, ASSISTING INDIVID- 
UALS TO STOP SMOKING (U.S. CLS. 100 AND 101). 
FIRST USE 11-23-1999; IN COMMERCE 11-23-1999. 


PUBLISHING GROUP, INC, 


SN 75-960,296. PALMER, CRAIG, JAY, ELMIRA HEIGHTS, NY. 
FILED 3-15-2000. 


PIXEL HEAD 


FOR COMPUTER SERVICES, NAMELY, DESIGNING WEB 
SITE FOR OTHERS (U.S. CLS. 100 AND 101). 
FIRST USE 3-15-1998; IN COMMERCE 6-1-1998. 


SN 75-979,058. SCI MANAGEMENT L.P., HOUSTON, TX. BY 
CHANGE OF NAME SCI MANAGEMENT CORPORATION, 
HOUSTON, TX. FILED 3-11-1998. 


ASSURED 


FOR FUNERAL HOME AND CEMETERY SERVICES, NAME- 
LY, FUNERAL, BURIAL AND CREMATION SERVICES (U.S. 
CLS. 100 AND 101). 


SN 76-001,330. DINGLIHABER, FRANK, PITTSBURGH, PA 
FILED 3-15-2000. 


QUESTYLE 


FOR INDUSTRIAL DESIGN SERVICES (U.S. CLS 
101). 


100 AND 


SN 76-008,083. CORBUS, LLC, DAYTON, OH. FILED 3-23-2000. 


YOUR WORLD-CLASS 
RESOURCE 


FOR COMPUTER SOFTWARE DESIGN FOR OTHERS; AND 
TECHNICAL SUPPORT SERVICES, NAMELY, TROUBLE- 
SHOOTING OF COMPUTER SOFTWARE PROBLEMS VIA TELE- 
PHONE, IN PERSON, AND ELECTRONICALLY OVER A GLOB- 
AL COMPUTER NETWORK (U.S. CLS. 100 AND 101). 

FIRST USE 1-0-1999; IN COMMERCE 1-0-1999. 
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SN 76-015,878. SAVE AMERICA’S 
INGTON, DC. FILED 4-3-2000. 


FORESTS, INC., WASH- 


SAVE THE WORLD’S 
FORESTS 


OWNER OF U.S. REG. NO. 2,081,197. 

SEC. 2(F). 

FOR PROMOTE PUBLIC AWARENESS AND ADVOCATE FOR 
THE NEED TO SAVE FORESTS AND RELATED ECOSYSTEMS 
THROUGHOUT THE WORLD (U.S. CLS. 100 AND 101). 


SN 76-016,467. BUBBLES, INC., FALLS CHURCH, VA. FILED 
4-3-2000. 


SALON A.K.A. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**SALON”’, APART FROM THE MARK AS SHOWN. 

FOR HAIR SALON SERVICES, HAIR STYLING SERVICES 
AND HEALTH AND BEAUTY SPA SERVICES (U.S. CLS. 100 
AND 101). 

FIRST USE 1-1-2000; IN COMMERCE 1-1-2000. 
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SN 76-017,952. PINKERTON SERVICE CORPORATION, WAL- 
NUT CREEK, CA. FILED 4-5-2000. 


> 


PINKERTON 


CONSULTING & 
INVESTIGATIONS 





OWNER OF U.S. REG. NOS. 539,452, 1,780,710 AND OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“CONSULTING & INVESTIGATIONS’’, APART FROM THE 
MARK AS SHOWN. 

FOR RISK ASSESSMENT, NAMELY, ASSESSMENT OF RISKS 
OR THREATS AGAINST PERSONS AND PROPERTY, ANALYSIS 
OF BUSINESS SAFEGUARDS, AND PERFORMING PHYSICAL 
INFORMATION AND NETWORK SECURITY AUDITS; CRISIS 
MANAGEMENT, NAMELY, PLANNING AND IMPLEMENTING 
RESPONSE TO WORKPLACE VIOLENCE, PRODUCT TAM- 
PERING, TERRORISM, KIDNAPPING AND POLITICAL UNREST; 
EXECUTIVE PROTECTION, NAMELY, PROVIDING RISK IN- 
FORMATION AND TRAINED PROFESSIONALS; INTELLEC- 
TUAL PROPERTY PROTECTION, NAMELY, PROVIDING PRO- 
GRAMS TO PROTECT AGAINST COUNTERFEITING, PRODUCT 
OVERRUNS, GRAY MARKET GOODS, TRADEMARK IN- 
FRINGEMENT, AND DIVERSION AND TRANSSHIPMENT OF 
GOODS; DUE DILIGENCE, NAMELY, UNCOVERING INFORMA- 
TION ABOUT PEOPLE AND COMPANIES INVOLVED IN 
MERGERS, ACQUISITIONS, INVESTMENT TRANSACTIONS 
AND DISTRIBUTION OR LICENSING AGREEMENTS; LITIGA- 
TION SUPPORT, NAMELY, PROVIDING WITNESS LOCATION, 
RESEARCH AND INTERVIEWS, FIELD RESEARCH, ASSET 
TRAINING AND EXPERT TESTIMONY RELATED TO SECU- 
RITY ISSUES; EMPLOYMENT SELECTION, NAMELY, RE- 
CRUITING, PSYCHOLOGICAL ASSESSMENT, BACKGROUND 
VERIFICATION AND INVESTIGATION, DRUG TESTING AND 
STRUCTURED INTERVIEWS (U.S. CLS. 100 AND 101). 

FIRST USE 9-1-1991; IN COMMERCE 9-1-1999. 
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SN 76-017,953. PINKERTON SERVICE CORPORATION, WAL- 
NUT CREEK, CA. FILED 4-5-2000. 


fim 
© 


PINKERTON 
SYSTEMS INTEGRATION 





OWNER OF U.S. REG. NOS. 539,452, 2,270,940 AND OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“SYSTEMS INTEGRATION”’, APART FROM THE MARK AS 
SHOWN. 

FOR CONSULTATION SERVICES IN THE FIELD OF SECU- 
RITY SYSTEMS TO PROVIDE INTEGRATED SECURITY SYS- 
TEMS INCLUDING ACCESS CONTROL, CLOSED CIRCUIT TEL- 
EVISION MONITORING, INTRUSION DETECTION AND PERIM- 
ETER CONTROL, ELECTRONIC IMAGING AND NETWORK 
HARDWIRE AND WIRELESS CONNECTION (U.S. CLS. 100 AND 
101) 

FIRST USE 8-1-1996; IN COMMERCE 8-1-1996. 


SN 76-017,969. TECH INDUSTRIES, INC., WOONSOCKET, RI. 
FILED 4-5-2000. 


eDesigner Studio 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**E DESIGNER"’, APART FROM THE MARK AS SHOWN 

THE STIPPLING IS FOR SHADING PURPOSES ONLY AND 
DOES NOT INDICATE COLOR 

FOR PACKAGING DEVELOPMENT AND DESIGN SERVICES 
FOR OTHERS VIA A GLOBAL COMPUTER NETWORK (U.S. 
CLS. 100 AND 101). 

FIRST USE 8-0-1999; IN COMMERCE 8-0-1999. 


SN 76-023,774. MILES, COLLEEN, PORTLAND, OR. FILED 
4-11-2000. 


MORE THAN A SIGN 
COMPANY! MORE THAN A 
GRAPHIC DESIGN FIRM! 
MORE THAN A PROPS 
CREATIVE! 


FOR PRINTING, GRAPHIC ART DESIGN, AND DESIGN FOR 
OTHERS IN THE FIELD OF MOTION PICTURE, THEATRE, TEL- 
EVISION AND ADVERTISING PROP CREATION (U.S. CLS. 100 
AND 101). 

FIRST USE 8-0-1999; IN COMMERCE 8-0-1999. 
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SN 76-025,740. WINSTEAD SECHREST & MINICK P.C., DAL- 
LAS, TX. FILED 4-13-2000. 


WE STRENGTHENS ME 


FOR LEGAL SERVICES (U.S. CLS. 100 AND 101). 
FIRST USE 9-0-1998; IN COMMERCE 9-0-1998. 


SN 76~-028,408. TAQUERIA LOS COMALES #1, INC., CHICAGO, 
IL. FILED 4-19-2000. 
































OWNER OF U.S. REG. NO. 2,081,399. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**TAQUERIA”, APART FROM THE MARK AS SHOWN. 

THE MARK IS LINED FOR THE COLORS GREEN, RED AND 
YELLOW. 

THE DRAWING OF THE YOUNG GIRL IN THE MARK IS 
A REPRESENTATION OF CHRISTINA GONZALEZ, WHO CON- 
SENTS TO THIS USE IN THE MARK SOUGHT REGISTERED 
AS INDICATED BY THE ENCLOSED WRITTEN CONSENT. 

THE ENGLISH TRANSLATION OF ‘‘TAQUERIA LOS 
COMALES” IS “TACO RESTAURANT EARTHENWARE 
DISHES”’. 

FOR RESTAURANT SERVICES (U.S. CLS. 100 AND 101). 

FIRST USE 0-0-1976; IN COMMERCE 0-0-1976. 
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SN 76-028,446. AFTER HOURS PEDIATRICS, INC., TAMPA, FL. SN _ 76-037,648. SHEYKH OBEYD FOUNDATION, MENA, AR. 


FILED 4-18-2000. 


=> After, Hours, 
¥ Pediatrics 
<Fediatrics 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**AFTER HOURS PEDIATRICS’’ OR *“‘URGENT CARE FOR IN- 
FANTS, CHILDREN & YOUNG ADULTS", APART FROM THE 
MARK AS SHOWN. 

FOR MEDICAL SERVICES IN THE FIELD OF PEDIATRIC 
HEALTH CARE (U.S. CLS 100 AND 101). 

FIRST USE 11-9-1997; iN COMMERCE 12-8-1997 


SN 76-029,988. YAG, MICHAEL C., NORCROSS, GA. FILED 


ACCESS 


FOR DESIGN OF DISPLAYS AND EXHIBITS FOR OTHERS 
IN THE FIELD OF COMMERCIAL EXHIBITING (U.S. CLS. 100 
AND 101). 

FIRST USE 5-1-1985; IN COMMERCE 5-1-1985. 


SN 76-031,062. GO MANGO JUICE BAR & CAFE L.L.C., ROCH- 
ESTER, MI. FILED 4—17-2000. 


GO MANGO 


FOR RESTAURANT SERVICES (U.S. CLS. 100 AND 101). 
FIRST USE 12-0-1999; IN COMMERCE 12-0-1999. 


SN 76-031,571. GIMBEL VISION INTERNATIONAL (U.S.), INC., 
CALGARY, ALBERTA, CANADA, FILED 4-21-2000. 


9 Gimbel 


FOR OPHTHALMOLOGY SERVICES: MEDICAL SERVICES, 
NAMELY, EYE CARE, EYE SURGERY, LASER ASSISTED IN- 
SITU KERATOMILEUSIS. PHOTOREFRACTIVE 
KERATECTOMY, AND LASER VISION CORRECTION SERV- 
ICES; PROVIDING AN ON-LINE COMPUTER DATABASE IN 
THE FIELD OF EYE AND VISION HEALTHCARE (U.S. CLS 
100 AND 101). 

FIRST USE 2-7-2000; IN COMMERCE 2-7-2000. 


FILED S—1-2000. 








FOR ASSOCIATION SERVICES, NAMELY, PROMOTION OF 
A BLOODLINE OF ARABIAN HORSES ESTABLISHED BY BED- 
OUIN TRIBES (U.S. CLS. 100 AND 101). 

FIRST USE 10-1-1988; IN COMMERCE 10-1—1988. 


SN 76-040,073. SRA 
FILED 5-3-2000. 


INTEMATIONAL, INC., FAIRFAX, VA 


FASTVALUE 


FOR CONSULTING SERVICES IN THE FIELD OF INTEGRA- 
TION AND MAINTENANCE OF SOFTWARE PROGRAMS AND 
COMPUTER SYSTEMS FOR OTHERS TO IMPROVE BUSINESS 
MANAGEMENT AND EFFICIENCY (U.S. CLS. 100 AND 101) 


SN 76-040,335 
5-4-2000. 


BEDYNAMIC, INC., SEATTLE, WA. FILED 


THE INFORMATION 
SOURCE FOR ACTIVE 
PEOPLE 


FOR COMPUTER SERVICES, NAMELY, PROVIDING ON-LINE 
SPECIAL INTEREST INFORMATION AND INTERACTIVE 
DATABASES IN THE FIELDS OF CHILDREN, COMMUNITY 
SERVICE, SPORTS, LEISURE AND TRAVEL, AND ARTS (U.S. 
CLS. 100 AND 101). 

FIRST USE 1-24-2000; IN COMMERCE 1-24-2000. 
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SN 76-043,866. MIELE, PATRICK A., DBA TR'’S GREAT AMER- 
ICAN, WILLISTON PARK, NY. FILED 5-8-2000. 


TR’S GREAT AMERICAN 
*SSQUARE DEAL EXPRESS’”’ 


FOR RESTAURANT SERVICES (U.S. CLS. 100 AND 101). 


SN 76-045,069. AMERICAN ENTERTAINMENT HOLDING COM- 
PANY LLC, BEVERLY HILLS, CA. FILED 5-11-2000. 


OLD MATTER + NEW 
ENERGY = NEW MATTER 


FOR EDITING SERVICES FOR OTHERS, NAMELY PRO- 
VIDING REVIEW, ANALYSIS AND EDITING OF MANUSCRIPTS 
FOR WRITERS (U.S. CLS. 100 AND 101). 


SN 76-045,071. AMERICAN ENTERTAINMENT HOLDING COM- 
PANY LLC, BEVERLY HILLS, CA. FILED 5-11-2000. 


THE GREATEST WRITER IN 
THE WORLD HAS NOT YET 
WRITTEN 


FOR EDITING SERVICES FOR OTHERS, NAMELY PRO- 
VIDING REVIEW, ANALYSIS AND EDITING OF MANUSCRIPTS 
FOR WRITERS (U.S. CLS. 100 AND 101). 


SN 76-045,275. AVERANT, INC., SUNNYVALE, CA. FILED 
5-5-2000 


AVERANT 


FOR SOFTWARE DESIGN AND DEVELOPMENT SERVICES 
FOR OTHERS; COMPUTER CHIP DESIGN AND DEVELOPMENT 
SERVICES FOR OTHERS (U.S. CLS. 100 AND 101). 


SN 76-045,995. SI INTERNATIONAL, INC., VIENNA, VA. FILED 
$—11-2000. 


SI-ECC 


OWNER OF U.S. REG. NO. 1,722,330. 
FOR CONSULTING SERVICES IN THE FIELD OF INFORMA- 
TION TECHNOLOGY (U.S. CLS. 100 AND 101). 
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SN 76-046,037. GENTLE DENTISTRY, P.A., DEMEREST, NJ. 
FILED 5-11-2000 


DDSSMILE.COM 


FOR DENTISTRY (U.S. CLS. 100 AND 101). 


SN 76-046,039. GENTLE DENTISTRY, P.A., DEMEREST, NJ. 
FILED 5-11-2000. 


THE SMILE PROTOTYPE 
SYSTEM 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
““SYSTEM”’, APART FROM THE MARK AS SHOWN. 
FOR DENTISTRY (U.S. CLS. 100 AND 101). 


SN 76-046,524. S| INTERNATIONAL, INC., VIENNA, VA. FILED 
5-11-2000. 


SI ENTERPRISE 
CONSULTING 


OWNER OF U.S. REG. NO. 1,722,330. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**CONSULTING’’, APART FROM THE MARK AS SHOWN. 

FOR CONSULTING SERVICES IN THE FIELD OF INFORMA- 
TION TECHNOLOGY (U.S. CLS. 100 AND 101). 


SN 76—047,114. DAUB, CHRISTINA C., GARRETT PARK, MD. 
FILED 5—12-2000. 


ERGONOMICS GETS 
PERSONAL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*‘REVIEW’’, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER SERVICES, NAMELY, AN ON-LINE PUBLI- 
CATION IN THE NATURE OF A LITERARY MAGAZINE (U.S. 
CLS. 100 AND 101). 
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SN 76-047,872. SPECIALIZED TECHNOLOGY RESOURCES, 
INC., ENFIELD, CT. FILED 5-9-2000. 


ASK THE LAB 


FOR ON-LINE INFORMATION SERVICES IN THE FIELDS OF 
SAFETY TESTING, PRODUCT EVALUATION, QUALITY AS- 
SURANCE TESTING, PRODUCT DEVELOPMENT AND EVAL- 
UATION TO THE STANDARDS OF OTHERS, MANUFAC- 
TURING OF PRODUCTS, MATERIALS, TEXTILES, POLYMERS, 
NAMELY, POLYMER SYSTEMS, COATINGS, RESINS, PAINTS, 
ADHESIVES AND PLASTICS, SOCIAL COMPLIANCE MONI- 
TORING, INSPECTIONS AND AUDITS (U.S. CLS. 100 AND 101). 


SN 76-049,879. LIFE-TIE, INCORPORATED, SAG HARBOR, NY. 
FILED 5-16-2000. 


FOR PSYCHOLOGICAL/SOCIOLOGICAL RESEARCH; AND 
COUNSELING SERVICES, NAMELY, CAREER COUNSELING 
PERSONAL ADVICE AND LIFE COACHING (U.S. CLS. 100 AND 
101). 

FIRST USE 3-13-2000; IN COMMERCE 5-1-2000. 


SN 76-050,339. MASSEY, EDWARD, SANTA MONICA, CA. 
FILED 5-15-2000. 


PROJECT 9865 


FOR ART THERAPY PROGRAM FOR CHILDREN HAVING 
LIFE THREATENING ILLNESSES (U.S. CLS. 100 AND 101) 
FIRST USE 0-0-1995; IN COMMERCE 0-0-1995. 


SN 76-050,342. MASSEY, EDWARD. SANTA MONICA, CA. 
FILED 5-15-2000. 


PORTRAITS OF HOPE 


FOR ART THERAPY PROGRAM FOR CHILDREN HAVING 
LIFE THREATENING ILLNESSES (U.S. CLS. 100 AND 101). 
FIRST USE 0-0-1997; IN COMMERCE 0-0-1997. 
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SN 76-052,334. PROFESSIONAL RESEARCH CONSULTANTS, 
INC., OMAHA, NE. FILED 5-19-2000. 


FOR COMPUTER SERVICES NAMELY, PROVIDING ACCESS 
VIA THE INTERNET TO INTERACTIVE DATABASES REGARD- 
ING HEALTHCARE RELATED INFORMATION (U.S. CLS. 100 
AND 101). 

FIRST USE 3-26-2000; IN COMMERCE 3-26-2000. 


SN 76-052,630. ELECTRONIC SALES SYSTEMS, INC., NEW 
YORK, NY. FILED 5-19-2000. 


ACTIANT 


FOR PROVIDING DATABASES FEATURING VENDOR PROD- 
UCT INFORMATION VIA THE INTERNET AND INTERNAL 
PROPRIETARY NETWORKS; DESIGNING AND __IMPLE- 
MENTING WEB PAGES FOR OTHERS (U.S. CLS. 100 AND 101). 


SN 76-053,353. SLICKER, 
5-18-2000. 


INC., CHARLESTON, SC. FILED 


PRESSOMATIC 


FOR COMPUTER SERVICES, NAMELY, DESIGN AND IMPLE- 
MENTATION FOR OTHERS OF WEBSITES WHICH CAN BE 
UPDATED FROM A REMOTE COMPUTER AND WHICH ARE 
INTEGRATED WITH OTHER WEBSITES (U.S. CLS. 100 AND 
101). 

FIRST USE 5-1-1999; IN COMMERCE 5-1-1999. 


S— 


SN 76-053,519. LANGTECH SYSTEMS CONSULTING, INC., SAN 
FRANCISCO, CA. FILED 5-22-2000. 


LANGTECH.COM 


FOR COMPUTER CONSULTING SERVICES IN THE AREA 
OF SOFTWARE APPLICATIONS DEVELOPMENT AND NET- 
WORK AND SYSTEMS INTEGRATION AND MANAGEMENT 
(U.S. CLS. 100 AND 101). 

FIRST USE 7-1-1991; INCOMMERCE 7-1-1991. 
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SN 76-053,590. SEAFOOD HOLDING COMPANY, 
MURRELLS INLET, SC. FILED 5-22-2000. 


INC., 


SHELLCRACKERS 


FOR RESTAURANT SERVICES (U.S. CLS. 100 AND 101). 
FIRST USE 8-4-1999; IN COMMERCE 8-4-1999 


SN 76-053,600. ANIMATED DESIGNS, LLC, WESTLAKE VIL- 
LAGE, CA. FILED 5-22-2000. 


FROM CONCEPT TO 
DESIGN 


FOR GRAPHIC DESIGN SERVICES, NAMELY, DESIGN OF 
WEB SITES AND WEB PAGES FOR OTHERS (U.S. CLS. 100 
AND 101). 

FIRST USE 4-1-1998; IN COMMERCE 4-1-1998. 


SN 76-054,342. SPECIALTY HEALTH SERVICES MANAGE- 
MENT, SANTA BARBARA, CA. FILED 5-23-2000. 


CHANGING LIVES FOR 


GOOD 


FOR PROVIDING CONSULTING SERVICES TO HEALTH 
CARE PROVIDERS IN THE AREA OF WEIGHT LOSS PRO- 
GRAMS (U.S. CLS. 100 AND 101). 


SN 76-054,492. PARK, JAE-GAHB, SEOUL 110-744, REPUBLIC 
OF KOREA, FILED 5-22-2000. 


CYTOPARK 


FOR BIOLOGICAL RESEARCH ON CANCER, MEDICAL RE- 
SEARCH SERVICES iN THE FIELD OF GENETICS (U.S. CLS 
100 AND 101) 


SN 76-057,899. JUMP ACQUISITION LLC, NEW YORK, NY 
FILED 5-26-2000 


WEB JUMP 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“WEB"’, APART FROM THE MARK AS SHOWN. 

FOR HOSTING THE WEB SITES OF OTHERS; INFORMATION 
SERVICES, NAMELY, PROVIDING INFORMATION ON WEB 
SITE CREATION AND PROMOTION VIA THE INTERNET AND 
PROVIDING LINKS TO THE SOFTWARE OF OTHERS FOR THE 
CREATION OF WEB SITES (U.S. CLS. 100 AND 101). 

FIRST USE 8-3-1998; IN COMMERCE 8-3-1998 
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SN 76-059,733. NEW LEGACY SOLUTIONS, INC., AURORA, OH. 
FILED 5-31-2000. 


NEW LEGACY SOLUTIONS 


FOR COMPUTER CONSULTING SERVICES (U.S. CLS. 100 
AND 101). 


SN 76-059,979. HAYNES AND BOONE, LLP, DALLAS, TX. 
FILED 5-31-2000. 


L2B 


FOR LEGAL SERVICES (U.S. CLS. 100 AND 101). 


SN 76-060,948. HAYNES AND BOONE, LLP, DALLAS, TX. 
FILED 5-31-2000. 


B2L 


FOR LEGAL SERVICES (U.S. CLS. 100 AND 101). 


SN 76-060,983. FRIENDS OF THE HOMELESS ANIMALS OF 
TRENTON-MERCER COUNTY, INC., THE, PRINCETON, NJ. 
FILED 6-1-2000. 


WHEN THERE’S ROOM IN 
THE HEART, THERE’SROOM 
IN THE HOME 


FOR RESCUE, FOSTER CARE AND ADOPTION PLACEMENT 
OF UNWANTED ANIMALS; PROMOTING PUBLIC AWARENESS 
OF HUMANE TREATMENT OF ANIMALS; INVESTIGATION OF 
ANIMAL CRUELTY COMPLAINTS; SPAYING, NEUTERING 
AND OTHER VETERINARY SERVICES RELATED TO ANIMAL 
ADOPTION (U.S. CLS. 100 AND 101) 

FIRST USE 2-11--2000: IN COMMERCE 4-1-2000. 


SN 76-061,875. U.S. AGENTS HOLDING CORPORATION, MEL- 
VILLE, NY. FILED 6-2-2000. 


AMERICANAGENTMAN.COM 


FOR ADVERTISING AGENCY SERVICES - NAMELY, PRO- 
MOTING THE INSURANCE SERVICES OF OTHERS MEANS OF 
A GLOBAL COMPUTER NETWORK (U.S. CLS. 100 AND 101). 
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SN 76-062,070 
6-2-2000 


HORVAT, PATRICK, WHITEFISH, MT. FILED 


A BLENDING OF ART & 
SCIENCE FOR PASSION AND 
SPORT 


FOR CONSULTING SERVICES, NAMELY, CONSULTING 
SERVICES RELATING TO GOLF COURSE DESIGN AND CON- 
STRUCTION (U.S. CLS. 100 AND 101) 

FIRST USE 9-1-1990; IN COMMERCE 4-1-1996 


SN 76-063.975. SUNNYVALE HOLDINGS, L.L.C., 
CISCO, CA. FILED 6-6-2000. 


SAN FRAN- 


WILD PALMS HOTEL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**HOTEL”’, APART FROM THE MARK AS SHOWN 
FOR HOTEL SERVICES (U.S. CLS. 100 AND 101). 


SN 76-064,140. SEVILLE FLEXPACK CORPORATION, OAK 
CREEK, WI. FILED 6-6-2000 


HIDE-A-WINNER 


FOR CUSTOM PRINTING AND PACKAGING DESIGN SERV 
ICES FOR OTHERS (U.S. CLS. 100 AND 101) 
FIRST USE 4-0-1997, IN COMMERCE 4-0-1997 


SN 76-064,284 WEST LICENSING 
CLAYMONT, DE. FILED 6-6-2000. 


CORPORATION, 


EIGNITION.COM 


FOR COMPUTER SERVICES, NAMELY, PROVIDING LEGAL 
RESEARCH SERVICES AND INFORMATION OF INTEREST TO 
LEGAL PROFESSIONALS AND LAW STUDENTS ViA A GLOB- 
AL COMPUTER NETWORK (U.S. CLS. 100 AND 101) 


SN 76-064,797. NAM CORPORATION. GREAT NECK, NY. FILED 
6-7-2000 


FAIR TRANSACTION 


FOR DISPUTE RESOLUTION SERVICES FOR DISPUTES 
ARISING OVER A GLOBAL COMPUTER NETWORK (U.S. CLS. 
100 AND 101). 
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SN 76-064,993. U.S. RESTAURANTS CORPORATION, ARDEN 
HILLS, MN. FILED 6-7-2000 


aN 


ee 
cen ill 


\— — y 


RESTAURANT AND BAR 


OWNER OF US. 
2,347,366 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
‘“RESTAURANT AND BAR” OR “EST. 1935", APART FROM 
THE MARK AS SHOWN. 

FOR RESTAURANTS; RESTAURANTS FEATURING 
DELIVERY; AND BAR SERVICES (U.S. CLS. 

FIRST USE 9-0-1999: IN COMMERCE 9-0-1999 


REG. NOS. 1,440,264, 1,719,145 AND 


HOME 


100 AND 101). 


SN 76-065,728. HSN CONSULTANTS, 
FILED 6-7-2000. 


INC., OXNARD, CA. 


THIS WAY TO | | 
HEAVEN _ 


FOR MINISTERIAL SERVICES (U.S. CLS. 100 AND 101) 


SN 76-066.233. PAIR NETWORKS, INC.. 
FILED 6-7-2000 


PITTSBURGH, PA 


UPSOURCE 


FOR PROVIDING ENHANCED WEB HOSTING SERVICES TO 
INTERNET SERVICE PROVIDERS AND WEB HOSTING COM- 
PANIES WHO WILL THEN PRIVATE LABEL THESE SERVICES 
AS THEIR OWN AND SELL THEM DIRECTLY TO THEIR CLI- 
ENTS (U.S. CLS. 100 AND 101). 

FIRST USE 11-11-1999; IN COMMERCE 11-11-1999 
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SN 76-067,317. FUNKY MONKS SYNDICATE, INC., NEW YORK, 
NY. FILED 6-9-2000 


FUNKY MONKS 


FOR COMPUTER PROGRAMMING SERVICES; PROVIDING 
INFORMATION CONCERNING COMPUTERS AND COMPUTER 
SOFTWARE OVER COMPUTER NETWORKS AND GLOBAI 
COMMUNICATIONS NETWORKS (U.S. CLS. 100 AND 101) 


SN 76-067,414. NATIONAL ASSOCIATION OF STATE PARK DI- 
RECTORS, INC., TUCSON, AZ. FILED 6—9--2000. 


NASPD 


FOR ASSOCIATION SERVICES, NAMELY, PROMOTING THE 
INTERESTS OF PARK DIRECTORS (U.S. CLS. 100 AND 101). 
FIRST USE 10-0-1962; IN COMMERCE 10-0—1962 


SN 76-069.472. WIDCOMM, 
6-12-2000. 


INC., SAN DIEGO. CA. FILED 


WIDCOMM 


FOR COMPUTER SOFTWARE DESIGN FOR OTHERS; DE- 
SIGN AND TESTING OF NEW PRODUCTS FOR OTHERS AND 
TECHNOLOGY DESIGN FOR OTHERS TO ENABLE USERS TO 
CONNECT TO GLOBAL COMPUTER NETWORKS, LOCAL 
AREA NETWORKS AND WIDE AREA NETWORKS IN THE 
FIELD OF COMMUNICATIONS (U.S. CLS. 100 AND 101). 

FIRST USE 9-1-1998; IN COMMERCE 9-1-1998 


SN 76-069,586. PORTALS BY GEORGE, INC., BLUFFTON, IN. 
FILED 6-13-2000 


FOR ME ONLY 


FOR COMPUTER SERVICES, NAMELY, CREATING PERSON- 
ALIZED WEB PAGES WITH INDEXES OF INFORMATION, 
SITES, AND OTHER RESOURCES AVAILABLE ON COMPUTER 
NETWORKS FOR OTHERS; SEARCHING AND RETRIEVING IN- 
FORMATION, SITES, AND OTHER RESOURCES AVAILABLE 
ON COMPUTER NETWORKS; PROVIDING ONLINE LINKS TO 
NATIONAL AND LOCAL NEWS, WEATHER, SPORTS, JOB 
POSTINGS, SHOPPING SITES, CURRENT EVENTS, AND REF- 
ERENCE MATERIALS (U.S. CLS. 100 AND 101). 
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SN 76-071,876. BLUEPAWS 
6-16-2000. 


LLC, 


PORTLAND, OR. FILED 


THE SHADOW BEHIND THE PAW IS NAVY BLUE. THE PAW 
TOES AND THE PAW PRINT WITH THE DOG AND CAT SIL- 
HOUETTE ARE ROYAL BLUE. 

FOR INFORMATION SERVICES IN THE FIELD OF VETERI- 
NARY HEALTH CARE (U.S. CLS. 100 AND 101). 


SN 76-077,712. ELLIS, PETER D., 
FILED 6-22-2000. 


HERMOSA BEACH, CA. 


WHOSEBABY 


FOR GENETIC TESTING SERVICES FOR USE IN MEDICAL 
DIAGNOSIS AND PROGNOSES, AND FOR IDENTIFICATION OF 
INDIVIDUALS AND FAMILY RELATIONSHIPS, AND RE- 
SEARCH SERVICES FOR RELATIVES TO LOCATE MISSING 
CHILDREN (U.S. CLS. 100 AND 101). 


SN 78-000.145. COOKWARE, INC., WHITESTOWN, IN. FILED 
3-20-2000 


INSTANTPRODUCTS 


FOR PROVIDING TEMPORARY USE OF ON-LINE NON- 
DOWNLOADABLE SOFTWARE USED FOR CUSTOMIZING ON- 
LINE WEBPAGES FEATURING USER-DEFINED INFORMATION 
(U.S. CLS. 100 AND 101). 

FIRST USE 10-28-1996; IN COMMERCE 10-28-1996. 


SN 78-001,922. 
3-30-2000. 


JEPSON, BRIAN, C, KINGSTON, RI. FILED 


JEPSTONE 


FOR PROVIDING WEBSITES ON THE INTERNET FEA- 
TURING INFORMATION IN THE FIELD OF SOFTWARE ENGI- 
NEERING (U.S. CLS. 100 AND 101). 
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SN 78-002,241. 
4-3-2000. 


PROTIVERIS, INC.. ROCKVILLE, MD. FILED 


PROTIVERIS 


FOR LABORATORY RESEARCH IN THE FIELD PROTEOMICS 
AND MEDICAL DIAGNOSTIC DEVICES (U.S. CLS. 100 AND 
101). 


SN 78-002,665. INTERNATIONAL DATA GROUP, INC., FRA- 
MINGHAM, MA. FILED 4-5-2000. 


COLLABORATION 


FOR PROVISION OF ONLINE PUBLICATIONS, NAMELY, ON- 
LINE MAGAZINES, NEWSLETTER, JOURNALS AND BOOKS 
RELATING TO COMPUTERS, COMPUTING, COMPUTER SOFT- 
WARE, COMMUNICATIONS AND INFORMATION TECH- 
NOLOGY; INFORMATION SERVICES IN THE NATURE OF A 
NEWSLETTER IN THE FIELDS OF COMPUTERS, COMPUTER 
SOFTWARE, ONLINE SERVICES, HIGH TECHNOLOGY, COM- 
MUNICATIONS, INFORMATION TECHNOLOGY AND INFOR- 
MATION SERVICES, DELIVERED ON A COMPUTER NET- 
WORK BY E-MAIL (U.S. CLS. 100 AND 101). 
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SN 78-002,931. EROS TECHNOLOGY CORPORATION, ATHENS, 
OH. FILED 4-6-2000. 


YOUR COMMUNITY IS ON 
THE NET! 


FOR COMPUTER SERVICES, NAMELY, PROVIDING DATA- 
BASES FEATURING GENERAL AND LOCAL NEWS, AND IN- 
FORMATION OF INTEREST TO SPECIFIC GEOGRAPHIC 
AREAS IN THE NATURE OF REAL ESTATE LISTINGS, 
CLASSIFIEDS, SCHOOLS AND EDUCATION, BUSINESSES, 
PARKS AND RECREATION CENTERS, CURRENT NEWS AND 
TOPICS OF INTEREST, WEATHER, AND OTHER TOPICS OF 
INTEREST, FOR THE ENTIRE COUNTRY OR WORLD, BROKEN 
DOWN OR SEARCHABLE BY REGIONAL, LOCAL AREAS, OR 
ZIP CODES (U.S. CLS. 100 AND 101). 


SN 78-003,873. LAPLANTE, PHILIPPE, PARIS, FRANCE, FILED 
4-12-2000. 


ASTRIUM.COM 


FOR HEALTH INFORMATION PROVIDER (U.S. CLS. 100 AND 
101). 


* * 





PRIOR UNITED STATES CLASSIFICATION 


APPLICATION IN ONE CLASS 


COLLECTIVE MEMBERSHIP MARKS 


CLASS 200—COLLECTIVE MEMBERSHIP 


SN 75-762,094. VINTAGE TRIUMPH REGISTER, THE, DEAR- 
BORN, MI. FILED 7-27-1999. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“VINTAGE” AND “REGISTER’’ AND “‘FOUNDED 1974”, 
APART FROM THE MARK AS SHOWN 

FOR INDICATING MEMBERSHIP IN AN ASSOCIATION OF 
OWNERS OF TRIUMPH AUTOMOBILES. 

FIRST USE 0-0-1976; IN COMMERCE 0-0-1976. 
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SN 75-848,101. LAMBDA THETA PHI LATIN FRATERNITY, 
INC., NEW BRUNSWICK, NJ. FILED 11-15-1999. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“FRATERNID AD”’, *‘LATINA’’, ‘DEC 19/75’ AND THE REP- 
RESENTATION OF THE GREEK LETTERS, APART FROM THE 
MARK AS SHOWN. 

THE MARK CONSISTS OF A SHIELD BEARING THE FOL- 
LOWING - IN THE CENTER IS A PICTURE OF THE SUN, FOUR 
QUDRANTS, TWO ARMS OVERLAPPING ONE ANOTHER, A 
PYRAMID, A FLOWER, AND THREE SHIPS; AT THE TOP 
THERE IS A PYRIGIAN CAP; AT THE BOTTOM THERE IS 
A BANNER WITH GREEK LETTERS, TRANSLITERATED TO 
“LAMBDA THETA PHI’, FOREIGN WORDING OF 
**FRATERNIDAD LATINA”’ MEANING ‘“*LATIN FRATERNITY” 
AND THE WORDS, ‘DEC. 1975”’. 

FOR INDICATING MEMBERSHIP IN THE FRATERNITY. 


CERTIFICATION MARKS 


CLASS A—GOODS 


SN 75-644,017. SUSTAINABLE NORTHWEST, PORTLAND, OR. 
FILED 10-12-1999. 


SMALLWOOD 


THE CERTIFICATION MARK, IS INTENDED TO BE USED 
BY PERSONS AUTHORIZED BY CERTIFIER TO CERTIFY THAT 
GOODS ARE MANUFACTURED IN ACCORDANCE WITH 
STANDARDS DEVELOPED BY CERTIFIER AND SUBJECT TO 
CERTIFIER’S APPROVAL. THE CERTIFICATION MARK, AS IN- 
TENDED TO BY AUTHORIZED PERSONS, IS INTENDED TO 
CERTIFY THAT THE GOODS ARE PRODUCED BY TREES OR 
OTHER WOOD MATERIALS REMOVED IN THE PROCESS OF 
FOREST ECO-SYSTEM RESTORATION. 

FOR WOOD PRODUCTS. 
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SN 75-644,018. SUSTAINABLE NORTHWEST, PORTLAND, OR. 
FILED 10-12-1999. 


FORESTRESTORE 


THE CERTIFICATION MARK, IS INTENDED TO BE USED 
BY PERSONS AUTHORIZED BY CERTIFIER TO CERTIFY THAT 
GOODS ARE MANUFACTURED IN ACCORDANCE WITH 
STANDARDS DEVELOPED BY CERTIFIER AND SUBJECT TO 
CERTIFIER’S APPROVAL. THE CERTIFICATION MARK, AS IN- 
TENDED TO BE USED BY AUTHORIZED PERSONS, IS IN- 
TENDED TO CERTIFY THAT THE GOODS ARE PRODUCED 
BY TREES OR OTHER WOOD MATERIALS REMOVED IN THE 
PROCESS OF FOREST ECO-SYSTEM RESTORATION. 

FOR WOOD PRODUCTS. 


SN 75-805,705. APTERYX, INC., AKRON, OH. FILED 9-22-1999 


A-LIST 


THE CERTIFICATION MARK, AS INTENDED TO BE USED 
BY AUTHORIZED PERSONS, IS INTENDED TO CERTIFY COM- 
PATIBILITY OF COMPUTER PROGRAMS WITH COMPUTER 
PROGRAMS SOLD BY APPLICANT. 

FOR COMPUTER PROGRAMS FOR USE IN IMAGE ACQUISI- 
TION AND PROCESSING, DATA TRANSMISSION, DATA 
ENCRYPTION AND DECRYPTION, ACCESSING NETWORKED 
COMPUTERS, DATABASE AND INVENTORY CONTROL, IN 
THE FIELDS OF DENTAL AND MEDICAL CARE AND INVEN- 
TORY MANAGEMENT. 


SN 75-819,677. SUSTAINABLE NORTHWEST, PORTLAND, OR. 
FILED 10-12-1999. 


WASTEKNOTS 


THE CERTIFICATION MARK IS INTENDED TO BE USED 
BY PERSONS AUTHORIZED BY CERTIFIER TO CERTIFY THAT 
GOODS ARE MANUFACTURED IN ACCORDANCE WITH 
STANDARDS DEVELOPED BY CERTIFIER AND SUBJECT TO 
CERTIFIER’S APPROVAL. THE CERTIFICATION MARK, AS IN- 
TENDED TO BE USED BY AUTHORIZED PERSONS, IS IN- 
TENDED TO CERTIFY THAT THE GOODS ARE PRODUCTS 
ORIGINATING FROM RECLAIMED, RECYCLED OR REUSED 
WOOD. 

FOR WOOD PRODUCTS. 


SN 75-929,053. INSTITUTE OF ELECTRICAL AND ELEC- 
TRONICS ENGINEERS, INC., THE, DBA IEEE, PISCATAWAY, 
NJ. FILED 2-28-2000. 


WPAN 


THIS CERTIFICATION MARK AS USED BY AUTHORIZED 
PERSONS, CERTIFIES COMPLIANCE WITH A STANDARD FOR 
A WIRELESS NETWORK. 

FOR PUBLICATION, NAMELY, PAMPHLETS OF STANDARDS 
FOR A WIRELESS NETWORK. 
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CLASS B—SERVICES 


SN 75-404,245. COMMISSION ON DISABILITY EXAMINER 
CERTIFICATION, MIDLOTHIAN, VA. FILED 12-12-1997. 


CERTIFIED LIFE CARE 
PLANNER (CLCP) 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“CERTIFIED LIFE CARE PLANNER’, APART FROM THE 
MARK AS SHOWN. 

THE CERTIFICATION MARK, AS INTENDED TO BE USED 
BY PERSONS AUTHORIZED BY THE APPLICANT, IS _IN- 
TENDED TO CERTIFY THAT THESE INDIVIDUALS HAVE 
PASSED AN EXAMINATION AND MET ALL OF THE CER- 
TIFIER’S CERTIFICATION CRITERIA FOR PROVIDING LIFE 
CARE PLANNING SERVICES COMPRISING ASSESSMENT OF 
A CLIENT’S LONG-TERM MEDICAL AND INDEPENDENT LIV- 
ING SERVICE NEEDS AND ASSESSMENT OF A CLIENT’S VO- 
CATIONAL POTENTIAL AND CAPABILITIES. 

FOR PROVIDING LIFE CARE PLANNING SERVICES COM- 
PRISING ASSESSMENT OF A CLIENT’S LONG-TERM MEDICAL 
AND INDEPENDENT LIVING SERVICE NEEDS AND ASSESS- 
MENT OF A CLIENT’S VOCATIONAL POTENTIAL AND CAPA- 
BILITIES. 


SN 75-741,130. ROSE CENTERS, L.L.C., ROCKVILLE, MD. 
FILED 7-1-1999. 


AG Advanced” 


Golf Fitness Instructor 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
‘“ADVANCED GOLF FITNESS INSTRUCTOR", APART FROM 
THE MARK AS SHOWN. 

THE CERTIFICATION MARK, AS INTENDED TO BE USED 
BY PERSONS AUTHORIZED BY APPLICANT, IS INTENDED 
TO CERTIFY THAT THE USER HAS COMPLETED A SPECIFIED 
LEVEL OF INSTRUCTION AND HAS DEVELOPED A SPECIFIED 
LEVEL OF APTITUDE IN THE PHYSIOLOGICAL AND FITNESS 
TRAINING ASPECTS OF GOLF PERFORMANCE EVALUATION 
AND GOLF INJURY PREVENTION. 

THE CERTIFICATION MARK, AS INTENDED TO BE USED 
BY PERSONS AUTHORIZED BY APPLICANT, IS INTENDED 
TO CERTIFY THAT THE USER HAS COMPLETED A SPECIFIED 
LEVEL OF INSTRUCTION AND HAS DEVELOPED A SPECIFIED 
LEVEL OF APTITUDE IN THE PHYSIOLOGICAL AND FITNESS 
TRAINING ASPECTS OF GOLF PERFORMANCE EVALUATION 
AND GOLF INJURY PREVENTION. 

FOR GOLF INSTRUCTION SERVICES. 





TRADEMARK REGISTRATIONS ISSUED 
PRINCIPAL REGISTER 
SECTION 1.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification 
and are not an official part of the international classification. The full names of international classes are given in section 6.1 of 
the trademark rules of practice. 

The designation **U.S. Cl.’’ appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than 
the international class which applies to applications filed on or after that date. For adoption of international classification see 
notice in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


CLASS 1—CHEMICALS 


2,429,062. MICROTAGGANT. MICROTRACE, INC.. (U.S. CLS. 
1, 5, 6 10, 26 AND 46). SN 75-410,135. PUB. 11-28-2000. 
FILED 12-23-1997. 

2,429,106. XIRALLIC. MERCK KGAA, MULTIPLE CLASS, 
(INT. CLS. 1, 2, 37 AND 42), (US. CLS. 1, 5, 6, 10, 11, 16, 
26, 46, 100, 101, 103 AND 106). SN 75-516,995. PUB 
11-28-2000. FILED 7-10-1998. 

2,429,124. GORE AND DESIGN. W. L. GORE & ASSOCIATES, 
INC., MULTIPLE CLASS, (INT. CLS. 1, 5, 6, 7, 9, 10, 11, 
12, 15, 17, 20, 21, 22 AND 23), (US. CLS. 1, 2, 5, 6, 7, 
10, 12, 13, 14, 18, 19, 21, 22, 23, 25, 26, 29, 30, 31, 32, 33, 
34, 35, 36, 38, 39, 40, 42, 43, 44, 46, 50, 51 AND 52). SN 
75-549,382. PUB. 9-12-2000. FILED 9-8-1998. 

2,429,186. EURAY. EXIQON A/S, MULTIPLE CLASS, (INT. 
CLS. 1, 5 AND 42), (U.S. CLS. 1, 5, 6, 10, 18, 26, 44, 46, 
51, 52, 100 AND 101). SN 75-609,003. PUB. 11-28-2000. FILED 
12-21-1998. 

2,429,204. NOVATECH. DAIKIN INDUSTRIES, LTD., MUL- 
TIPLE CLASS, (INT. CLS. 1 AND 4), (U.S. CLS. 1, 5, 6, 10, 
15, 26 AND 46). SN 75-625,678. PUB. 9-19-2000. FILED 
1-25-1999 

2,429,286. UNISPHERES. INDUCHEM HOLDING AG, MUL- 
TIPLE CLASS, (INT. CLS. 1, 3 AND 5), (US. CLS. 1, 4 5, 
6, 10, 18, 26, 44, 46, 50, 51 AND 52). SN 75-696,813. PUB. 
11-28-2000. FILED 5-1-1999. 

2,429,321. CHEMWAY (STYLIZED). CHEMWAY, INC., MUL- 
TIPLE CLASS, (INT. CLS. 1, 3 AND 4), (US. CLS. 1, 4, 5, 
6, 10, 15, 26, 46, 50, 51 AND 52). SN 75-720,863. PUB. 
11-28-2000. FILED 6-3-1999. 

2,429,337. DEPTAL. HYPRED, MULTIPLE CLASS, (INT. CLS. 
1, 3 AND 5), (U.S. CLS. 1, 4, 5, 6, 10, 18, 26, 44, 46, 50, 
51 AND 52). SN 75-730,882. PUB. 11-28-2000. FILED 
6-17-1999 

2,429,338. HYPRACID. HYPRED, MULTIPLE CLASS, (INT. 
CLS. 1, 3 AND 5), (U.S. CLS. 1, 4, 5, 6, 10, 18, 26, 44, 46, 
50, 51 AND 52). SN 75-730,884. PUB. 11-28-2000. FILED 
6-17-1999. 

2,429,386. COLORGENE. ENZO BIOCHEM, INC., MULTIPLE 
CLASS, (INT. CLS. 1 AND 5), (US. CLS. 1, 5, 6, 10, 18, 
26, 44, 46, 51 AND 52). SN 75-751,108. PUB. 11-28-2000. 
FILED 7-14-1999. 

2,429,392. V AND DESIGN. ASHLAND INC., (U.S. CLS. 1, 5, 
6, 10, 26 AND 46). SN 75~752,360. PUB. 11-28-2000. FILED 
7-15-1999. 

2,429,423. SALAMANDER. SALAMANDER AG, MULTIPLE 
CLASS, (INT. CLS. 1, 17, 18 AND 19), (U.S. CLS. 1, 2, 3, 
5, 6, 10, 12, 13, 22, 26, 33, 35, 41, 46 AND 50). SN 75-769,087 
PUB. 11-28-2000. FILED 8-6-1999. 

2,429,536. PLANT’IT EARTH. PLANT-IT EARTH, INC., (U.S. 
CLS. 1, 5, 6, 10, 26 AND 46). SN 75-812,643. PUB. 11-28-2000. 
FILED 9-30-1999. 

2,429,790. SLO-COTE AND DESIGN. BONUS CROP FER- 
TILIZER, INC., (U.S. CLS. 1, 5, 6, 10, 26 AND 46). SN 
75-909,183. PUB. 11-28-2000. FILED 2-3-2000. 
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2,429,859. CONDURX (STYLIZED). GREAT BARRIER TECH- 
NOLOGIES, INC., (U.S. CLS. 1, 5, 6, 10, 26 AND 46). SN 
75-923,862. PUB. 11-28-2000. FILED 2-22-2000. 

2,429,889. ZENIX. HERCULES INCORPORATED, (U.S. CLS. 1. 
5, 6, 10, 26 AND 46). SN 75-927,875. PUB. 11-28-2000. FILED 
2-25-2000. 


CLASS 2—PAINTS 


2,429,106 (See Class | for this trademark). 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


2,429,020. LUMENE. ORION CORPORATION, (U.S. CLS. 1, 4, 
6, 50, 51 AND 52). SN 74-548,352. PUB. 10-15-1996. FILED 
7-12-1994. 

2,429,158. APOLLO SECRET. DENTAL/MEDICAL  DIAG- 
NOSTIC SYSTEMS, INC., MULTIPLE CLASS, (INT. CLS. 3 
AND 5), (U.S. CLS. 1, 4, 6, 18, 44, 46, 50, 51 AND 52). SN 
75-579,083. PUB. 11-28-2000. FILED 10-28-1998. 

2,429,218. PRINCIPLES. PRINCIPLES RETAIL LIMITED, MUL- 
TIPLE CLASS, (INT. CLS. 3, 14, 18 AND 25), (U.S. CLS. 1, 
2, 3, 4, 6, 22, 27, 28, 39, 41, 50, 51 AND 52). SN 75-637,636. 
PUB. 11-28-2000. FILED 2-8-1999. 

2,429,286 (See Class | for this trademark). 

2,429,321 (See Class | for this trademark). 

2,429,337 (See Class | for this trademark). 

2,429,338 (See Class | for this trademark). 

2,429,340. DERMISAN. HYPRED, MULTIPLE CLASS, (INT. 
CLS. 3 AND 5), (U.S. CLS. 1, 4, 6, 18, 44, 46, 50, 51 AND 
52). SN 75—731,200. PUB. 11-28-2000. FILED 6-17-1999. 

2,429,359. NATURAL EGOTROPIC ENHANCERS. M4M 
INTERNATIONAL, INC., (U.S. CLS. 1, 4, 6, 50, 51 AND 52) 
SN 75-739,441. PUB. 11-28-2000. FILED 6-29-1999. 

2,429,428. MAKE-OUT. MASCOLO, GAETANO, AND 
MASCOLO, BRUNO, (U.S. CLS. 1, 4, 6, 50, 51 AND 52). SN 
75-771,326. PUB. 11-28-2000. FILED 8-9-1999. 

2,429,529. HYDRA COMPACT. LANCOME PARFUMS ET 
BEAUTE & CIE, (U.S. CLS. 1, 4, 6, 50, 51 AND 52). SN 
75-808,792. PUB. 11-28-2000. FILED 9-27-1999. 

2,429,554. MENTRUST. MENON, MADHAVAN KRISHNA, (U.S. 
CLS. 1, 4, 6, 50, 51 AND 52). SN 75-820,932. PUB. 11-28-2000. 
FILED 10-12-1999. 

2,429,599. Q T AND DESIGN. ALFALFA NAIL SUPPLY, INC.., 
(U.S. CLS. 1, 4, 6, 50, 51 AND 52). SN 75-836,600. PUB. 
7-4-2000. FILED 11-1-1999. 

2,429,610. COLGATE TOTAL FRESH STRIPE AND DESIGN. 
COLGATE-PALMOLIVE COMPANY, (U.S. CLS. 1, 4, 6, 50, 
51 AND 52). SN 75-841,037. PUB. 11-28-2000. FILED 
11-4-1999. 

2,429,672. HEALTHY OPTIONS. TRESSA, INC., (U.S. CLS. 1, 
4, 6, 50, 51 AND 52). SN 75-872,906. PUB. 11-28-2000. FILED 
12-17-1999. 





FEB 20, 2001 


2,429,706. KAFKO. KAFKO INTERNATIONAL, LTD., (U.S. CLS. 
1, 4, 6, 50, 51 AND 52). SN 75-886,174. PUB. 11-28-2000. 
FILED 1-4-2000. 

2,429,897. DAYBREAK. JOHN ABATE INTERNATIONAL, INC., 
(U.S. CLS. 1, 4, 6, 50, 51 AND 52). SN 75-928,813. PUB. 
11-28-2000. FILED 2-16-2000. 

2,429,942. PREDATOR. XENIA INC., (U.S. CLS. 1, 4, 6, 50, 
51 AND 52). SN 75-940,053. PUB. 11-28-2000. FILED 
2-18-2000. 

2,429,978. FRACTALS. L’ANZA RESEARCH INTERNATIONAL, 
INC., (U.S. CLS. 1, 4, 6, 50, 51 AND 52). SN 76-002,655. 
PUB. 11-28-2000. FILED 3-15-2000. 

2,429,991. MISCELLANEOUS DESIGN. Y.Z.Y., INC., (U.S. CLS. 
1, 4, 6, 50, 51 AND 52). SN 76-007,614. PUB. 11-28-2000. 
FILED 3-23-2000. 

2,430,022. ROYAL PRESS. ECOLAB INC., (U.S. CLS. 1, 4, 6, 
50, 51 AND 52). SN 76-014,222. PUB. 11-28-2000. FILED 
3-31-2000. 

2,430,034. MISCELLANEOUS DESIGN. SAN TELMO, INC., 
(U.S. CLS. 1, 4, 6, 50, 51 AND 52). SN 76-017,496. PUB. 
11-28-2000. FILED 4-4-2000. 

2,430,049. QUILTFRESH. BUROW GROUP, INC., THE, (U.S. 
CLS. 1, 4, 6, 50, 51 AND 52). SN 76-020,477. PUB. 11-28-2000. 
FILED 4—7-2000. 

2,430,059. TINY TICKLES. Q-TICKLES, INC., (U.S. CLS. 1, 4, 
6, 50, 51 AND 52). SN 76—022,909. PUB. 11-28-2000. FILED 
4-12-2000. 

2,430,063. IST CLASS CUTS. K&D MANAGEMENT, LLC, 
MULTIPLE CLASS, (INT. CLS. 3 AND 42), (U.S. CLS. 1, 4, 
6, 50, 51, 52, 100 AND 101). SN 76-023,439. PUB. 11-28-2000. 
FILED 4-12-2000. 

2,430,071. UN-GOO. CORE PRODUCTS CO., INC., (U.S. CLS 
1, 4, 6, 50, 51 AND 52). SN 76024346. PUB. 11-28-2000. 
FILED 4-12-2000. 

2.430,072. INK-OUT. CORE PRODUCTS CO., INC., (U.S. CLS. 
1, 4, 6, 50, 51 AND 52). SN 76-024,347. PUB. 11-28-2000. 
FILED 4-12-2000. 

2,430,077. OXICLEAN. ORANGE GLO INTERNATIONAL, INC., 
MULTIPLE CLASS, (INT. CLS. 3 AND 5), (U.S. CLS. 1, 4, 
6, 18, 44, 46, 50, 51 AND 52). SN 76-024,788. PUB. 11-28-2000. 
FILED 4-14-2000. 

2,430,079. ASMERA. HERBALIFE INTERNATIONAL, INC., 
(U.S. CLS. 1, 4, 6, 50, 51 AND 52). SN 76-024,826. PUB. 
11-28-2000. FILED 4-13-2000. 

2,430,084. KERASILK. GOLDWELL GMBH, (U.S. CLS. 1, 4, 6, 
50, 51 AND 52). SN 76-025,574. PUB. 11-28-2000. FILED 
4-12-2000. 

2,430,085. BOBBI BROWN ESSENTIALS AND DESIGN. 
BOBBI BROWN PROFESSIONAL COSMETICS, INC., (U.S. 
CLS. 1, 4, 6, 50, 51 AND 52). SN 76-026,024. PUB. 11-28-2000. 
FILED 4-14-2000. 

2,430,091. SIZZLE. KAY CHEMICAL COMPANY, (U.S. CLS. 1, 
4, 6, 50, 51 AND 52). SN 76-028,155. PUB. 11-28-2000. FILED 
4-18-2000. 

2,430,146. KERAPEEL. MATRIX ESSENTIALS, INC., (U.S. CLS. 
1, 4, 6, 50, 51 AND 52). SN 78-015,635. PUB. 11-28-2000 
FILED 7-6-2000. 

2,430,147. OPTICOLOR. MATRIX ESSENTIALS, INC., (U.S. 
CLS. 1, 4, 6, 50, 51 AND 52). SN 78-015,636. PUB. 11-28-2000. 
FILED 7-6-2000. 

2,430,148. SIMPLY CLEAN. MATRIX ESSENTIALS, INC., (U.S 
CLS. 1, 4, 6, 50, 51 AND 52). SN 78-015,639. PUB. 11-28-2000. 
FILED 7-6-2000. 


CLASS 4—LUBRICANTS AND FUELS 


2,429,203. NANNY’S KITCHEN. WAX WORKS, INC., (U.S. 
CLS. 1, 6 AND 15). SN 75-624,109. PUB. 11-28-2000. FILED 
1-21-1999. 

2,429,204 (See Class | for this trademark). 

2,429,290. EHC. EXXON MOBIL CORPORATION, BY CHANGE 
OF NAME EXXON CORPORATION, (U.S. CLS. 1, 6 AND 15). 
SN 75-699,906. PUB. 11-28-2000. FILED 5-5-1999. 

2,429,321 (See Class | for this trademark). 
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2,429,744. SILLY CITRUS PEELS. DIAL BRANDS INC., (U.S. 
CLS. 1, 6 AND 15). SN 75-896,628. PUB. 11-28-2000. FILED 
1-15-2000. 


CLASS 5—-PHARMACEUTICALS 


2,429,042. HEAVENLY ALOE. GARY NULL & ASSOCIATES, 
INC., (U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75—308,480. 
PUB. 11-28-2000. FILED 6-13-1997. 

2,429,043. NATURALMAX. NATURALMAX, INC., (U.S. CLS. 6, 
18, 44, 46, 51 AND 52). SN 75-310,610. PUB. 4-14-1998. FILED 
6-17-1997. 

2,429,049. DUAL ACTION. RECKITT & COLMAN INC., (U.S. 
CLS. 6, 18, 44, 46, 51 AND 52). SN 75-341,625. PUB. 
1-19-1999. FILED 8-15-1997. 

2,429,124 (See Class | for this trademark). 

2,429,141. GANGES HERBS AND DESIGN. TTK PHARMA 
LIMITED, (U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-564,022. 
PUB. 11-28-2000. FILED 10-2-1998. 

2,429,158 (See Class 3 for this trademark). 

2,429,161. TRACE-MINS. NATURAL ORGANICS INC., (U.S. 
CLS. 6, 18, 44, 46, 51 AND 52). SN 75-583,576. PUB. 
11-28-2000. FILED 1 1-5-1998. 

2,429,173. HEPAR-SL FORTE AND DESIGN. SERTURNER 
ARZNEIMITTEL GMBH, (U.S. CLS. 6, 18, 44, 46, 51 AND 
52). SN 75-593,523. PUB. 11-28-2000. FILED 11-23-1998. 

2,429,179. LYMPHDIARAL (STYLIZED). PASCOE 
PHARMAZEUTISCHE PRAPARATE GMBH, (U.S. CLS. 6, 18, 
44, 46, 51 AND 52). SN 75-599,565. PUB. 11-28-2000. FILED 
124-1998. 

2,429,186 (See Class i for this trademark). 

2,429,194. KID-B-WELL. NATURE’S ANSWER, INC., (U.S. CLS. 
6, 18, 44, 46, 51 AND 52). SN 75-618,295. PUB. 12-28-1999. 
FILED 1-7-1999. 

2,429,225. PEACE OF MIND. ALATEX SCIENTIFIC LTD. CO., 
MULTIPLE CLASS, (INT. CLS. 5 AND 10), (U.S. CLS. 6, 18, 
26, 39, 44, 46, 51 AND 52). SN 75-645,173. PUB. 11-28-2000. 
FILED 2-26-1999. 

2,429,226. KRYSOF. ACTELION LTD., (U.S. CLS. 6, 18, 44, 46, 
51 AND 52). SN 75-646,101. PUB. 11-28-2000. FILED 
2-22-1999. 

2,429,243. FREELIFE AND DESIGN. FREELIFE INTER- 
NATIONAL, LLC., (U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 
75-663,436. PUB. 11-28-2000. FILED 3-18-1999. 

2,429,250. RELAX. DYNAMITE MARKETING, INC., (U.S. CLS. 
6, 18, 44, 46, 51 AND 52). SN 75-670,119. PUB. 11-28-2000 
FILED S.R. 3-29-1999; AM. P.R. 2-22-2000. 

2,429,286 (See Class | for this trademark). 

2,429,299. HOOF °N HEEL. H.W. NAYLOR COMPANY, INC., 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-708,023. PUB. 
11-28-2000. FILED 5-17-1999. 

2,429,303. K-9 FREEDOM. FOODSCIENCE CORPORATION, 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-708,639. PUB. 
11-28-2000. FILED 5-18-1999. 

2,429,309. Z ASTA ZANTHIN THE ULTIMATE ANTI- 
OXIDANT AND DESIGN. LAHAYE LABORATORIES, INC.., 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-714,186. PUB. 
9-12-2000. FILED 5-26-1999. 

2,429,313. DTR DUAL TECHNIQUE RESIN (STYLIZED). 
HERAEUS KULZER GMBH & CO. KG, (U.S. CLS. 6, 18, 44, 
46, 51 AND 52). SN 75-717,201. PUB. 11-28-2000. FILED 
5-28-1999. 

2,429,334. ALL-IMMUNE. VIT-IMMUNE, L.L.C., (U.S. CLS. 6, 
18, 44, 46, 51 AND 52). SN 75-728,863. PUB. 11-28-2000 
FILED 6-14-1999. 

2,429,337 (See Class 1 for this trademark). 

2,429,338 (See Class | for this trademark). 

2,429,340 (See Class 3 for this trademark). 

2,429,344. WORLDWIDE SPORT NUTRITION AND DESIGN. 
WORLDWIDE SPORT NUTRITIONAL SUPPLEMENTS, INC., 
MULTIPLE CLASS, (INT. CLS. 5 AND 32), (U.S. CLS. 6, 18, 
44, 45, 46, 48, 51 AND 52). SN 75—732,253. PUB. 11-28-2000. 
FILED 6-17-1999. 

2,429,386 (See Class | for this trademark). 

2.429.430. OCEAN AND DESIGN. OCEAN COFFEE COMPANY, 
INC., (U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-771,541. 
PUB. 11-28-2000. FILED 8-9-1999. 
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2,429,487. VETMEDIN. BOEHRINGER INGELHEIM 
VETMEDICA GMBH, (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 
SN 75-794,599. PUB. 8-1-2000. FILED 9-8-1999. 

2,429,533. NATURE’S APPEAL. RALPH JOLLETTE, (U.S. CLS. 
6, 18, 44, 46, 51 AND 52). SN 75-810,205. PUB. 11-28-2000. 
FILED 10-19-1999. 

2,429,557. PULMOPOLAR AMERICAN MEDICINE COM- 
PANY AND DESIGN. LU, MING, DBA AMERICAN MEDI- 
CINE COMPANY, (U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 
75-821,757. PUB. 11-28-2000. FILED 10-13-1999. 

2,429,583. AKWA TEARS. AKORN, INC., (U.S. CLS. 6, 18, 44, 
46. 51 AND 52). SN 75-829,828. PUB. 11-28-2000. FILED 
10-22-1999. 

2,429,584. TEARS RENEWED. AKORN, INC., (U.S. CLS. 6, 18, 
44, 46, 51 AND 52). SN 75-829,829. PUB. 11-28-2000. FILED 
10-22-1999. 

2,429,611. CARPET FRESH NO VACUUM. HPD LABORA- 
TORIES, INC., DBA GLOBAL HOUSEHOLD BRANDS, INC., 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-841,579. PUB. 
11-28-2000. FILED 11-—5-—1999. 

2,429,628. ROYAL FARMS. NONU INC., MULTIPLE CLASS, 
(INT. CLS. 5 AND 30), (U.S. CLS. 6, 18, 44, 46, 51 AND 
52). SN 75-850,604. PUB. 11-28-2000. FILED 11-16-1999. 

2,429,632. SA AND DESIGN. SINO-AMERICAN HEALTH 
PRODUCTS, INC., (U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 
75-851,887. PUB. 11-28-2000. FILED 11-18-1999. 

2,429,665. MUSCLE HI-PROTEIN SPORTS NUTRITION BAR 
AND DESIGN. BAY VILLAGE FOODS, INC., (U.S. CLS. 6, 
18, 44, 46, 51 AND 52). SN 75-868,155. PUB. 11-28-2000. 
FILED 12-8-1999. 

2,429,704. UNIQUE. NITROGENOUS INDUSTRIES CORP., (U.S. 
CLS. 6, 18, 44, 46, 51 AND 52). SN 75-885,993. PUB. 
11-28-2000. FILED 1-4-2000. 

2,429,770. QUICKEZE. PREMIER BRANDS OF AMERICA INC.., 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-903,658. PUB. 
10-24-2000. FILED 1-26-2000. 

2,429,780. VIGORBUILDER. COASTALBIOTECH 
PORATED, (U.S. CLS. 6, 18, 44, 46, 51 
75-907,020. PUB. 11-28-2000. FILED 2-1-2000. 

2,429,809. VIRAGUARD AND DESIGN. VERIDIEN CORPORA- 
TION, (U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-914,883. 
PUB. 11-28-2000. FILED 2-11-2000. 

2,429,817. CHIGARID. COLGIN COMPANIES, THE, (U.S. CLS. 
6, 18, 44, 46, 51 AND 52). SN 75-917,367. PUB. 11-28-2000. 
FILED 2-14-2000. 

2,429,852. ORTHOGLO. HARRY J. BOSWORTH COMPANY, 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-923,074. PUB. 
11-28-2000. FILED 2-18-2000. 

2,429,862. CHITOSENSE. NUTRASENSE COMPANY, THE, 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-924,199. PUB. 
11-28-2000. FILED 2-22-2000 

2,429,864. ARTHRO SILK. EQUINE HEALTH RESOURCES 
INC, (U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-924,704. 
PUB. 11-28-2000. FILED 2-22-2000. 

2,429,865. VETABONE. AYURVEDA TRADITIONALS, L.L.C., 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-924,821. PUB. 
11-28-2000. FILED 2-22-2000. 

2,429,866. VETASLEEP. AYURVEDA TRADITIONALS, L.L.C., 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-924,822. PUB 
11-28-2000. FILED 2-22-2000. 

2,429,867. VETAJOY. AYURVEDA TRADITIONALS, L.L.C., 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-924,824. PUB. 
11-28-2000. FILED 2-22-2000 

2,429,868. VETAPOTENT AND DESIGN. AYURVEDA 
TRADITIONALS, L.L.C., (U.S. CLS. 6, 18, 44, 46, 51 AND 
$2). SN 75-924,875. PUB. 11-28-2000. FILED 2-22-2000 

2,429,869. VETAWOMAN 50+ AND DESIGN. AYURVEDA 
TRADITIONALS, L.L.C., (U.S. CLS. 6, 18, 44, 46, 51 AND 
52). SN 75-924,879. PUB. 11-28-2000. FILED 2-22-2000. 

2,429,870. VETAWOMAN AND DESIGN. AYURVEDA 
TRADITIONALS, L.L.C., (U.S. CLS. 6, 18, 44, 46, 51 AND 
52). SN 75~924,880. PUB. 11-28-2000. FILED 2-22-2000. 

2,429,871. VETACARDIO AND DESIGN. AYURVEDA 
TRADITIONALS, L.L.C., (U.S. CLS. 6, 18, 44, 46, 51 AND 
52). SN 75-924,881. PUB. 11-28-2000. FILED 2-22-2000. 

2,429,872. VETASEASON AND DESIGN. AYURVEDA 
TRADITIONALS, L.L.C., (U.S. CLS. 6, 18, 44, 46, 51 AND 
52). SN 75-924,882. PUB. 11-28-2000. FILED 2-22-2000. 
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2,429,898. THERMOCAL. VAN BEEK SCIENTIFIC, L.L.C., (U.S. 
CLS. 6, 18, 44, 46, 51 AND 52). SN 75-929,325. PUB. 
11-28-2000. FILED 2-26-2000. 

2,429,905. MASANTI. L. PERRIGO COMPANY, (U.S. CLS. 6, 
18, 44, 46, 51 AND 52). SN 75-931,091. PUB. 11-28-2000. 
FILED 2-28-2000. 

2,429,909. BIO-SCORB. METAGENICS, INC., (U.S. CLS. 6, 18, 
44, 46, 51 AND 52). SN 75-932,093. PUB. 11-28-2000. FILED 
2-17-2000. 

2,429,941. WHEN COMFORT COUNTS. MATURNA, INC., 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-939,697. PUB. 
11-28-2000. FILED 3-9--2000. 

2,429,964. DARWIN DISCOVERY. CHIROSCIENCE LIMITED, 
MULTIPLE CLASS, (INT. CLS. 5 AND 42), (U.S. CLS. 6, 18, 
44, 46, 51, 52. 100 AND 101). SN 75-978,134. PUB. 11-28-2000. 
FILED 4-15-1997. 

2,429,970. ULTRA. SA SCIENTIFIC, INC., (U.S. CLS. 6, 18, 44, 
46, 51 AND 52). SN 76-000,668. PUB. 11-28-2000. FILED 
3-17-2000. 

2,430,077 (See Class 3 for this trademark). 

2,430,139. DYNATRIM. MAJEED, MUHAMMED, (U.S. CLS. 6, 
18, 44, 46, 51 AND 52). SN 78-008,202. PUB. 11-28-2000. 
FILED 5-15-2000. 


CLASS 6—METAL GOODS 


2,429,090. SANG-A AND DESIGN. ANDREW, JOSHUA AND 
ASSOCIATES, INC., (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 
50). SN 75-498,176. PUB. 11-28-2000. FILED 6-4-1998. 

2,429,124 (See Class | for this trademark). 

2,429,156. TECHNOLOGY FOR THE LONG RUN. KT INDUS- 
TRIES LTD., MULTIPLE CLASS, (INT. CLS. 6, 16, 17, 24 AND 
35). (US. CAS. 1. 2, 5. 12, 1 M22, B. 2, 2, 35, 37. 
38, 42, 50, 100, 101 AND 102). SN 75-5S77,557. PUB. 
11-28-2000. FILED 10-27-1998. 

2,429,162. AA AND DESIGN. AMERICAN AIRLINES, MUL- 
TIPLE CLASS, (INT. CLS. 6, 9, 14, 16, 18, 20 AND 28), (U.S. 
C13. 1623651283. M 21, 2B. MB, 27. BD, 
32, 36, 37, 38, 41 AND 50). SN 75-583,597. PUB. 11-28-2000. 
FILED 11-5—1998. 

2,429,167. T AND DESIGN. TRN BUSINESS TRUST, MULTIPLE 
CLASS, (INT. CLS. 6, 12, 19 AND 37), (U.S. CLS. 1, 2, 12, 
13, 14, 19, 21, 23, 25, 31, 33, 35, 44, 50, 100, 103 AND 106). 
SN 75-587,178. PUB. 11-28-2000. FILED 11-12-1998. 

2,429,182. ACME CRYOGENICS AND DESIGN. ACME CRYO- 
GENICS INC., MULTIPLE CLASS, (INT. CLS. 6, 11 AND 37), 
(U.S. CLS. 2, 12, 13, 14, 21, 23, 25, 31, 34, 50, 100, 103 AND 
106). SN 75-604,152. PUB. 11-28-2000. FILED 12-9-1998. 

2,429,264. PITBULL. VALLEY FORGE & BOLT MFG. CO., 
(U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50). SN 75-681,470. 
PUB. 11-28-2000. FILED 4-13-1999. 

2,429,281. AXOR TERRANO. HANSGROHE AG, BY CHANGE 
OF NAME HANS GROHE GMBH & CO. KG, MULTIPLE 
CLASS, (INT. CLS. 6, 11, 17, 20 AND 21), (U.S. CLS. 1, 2, 
5, 12, 13, 14, 21, 22, 23, 25, 29, 30, 31, 32, 33, 34, 35, 40 
AND 50). SN 75-695,735. PUB. 11-28-2000. FILED 4-28-1999. 

2,429,390. FLEXMATE. GS METALS CORP., (U.S. CLS. 2, 12, 
13, 14, 23, 25 AND 50). SN 75-751,833. PUB. 11-28-2000. 
FILED 7-15-1999. 

2,429,493. STRAP-ON (STYLIZED). TRADE OF AMTA, INC., 
DBA BOXER TOOLS, MULTIPLE CLASS, (INT. CLS. 6 AND 
22), (U.S. CLS. 1, 2, 7, 12, 13, 14, 19, 22, 23, 25, 42 AND 
50). SN 75-797,177. PUB. 11-28-2000. FILED 9-13-1999. 

2,429,502. CARQUEST. CARQUEST CORPORATION, THE, 
MULTIPLE CLASS, (INT. CLS. 6, 7, 8, 9, 11, 12, 17, 35, 36 
AND 41), (U.S. CLS. 1, 2, 5, 12, 13, 14, 19, 21, 23, 25, 26, 
28, 31, 34, 35, 36, 38, 44, 50, 100, 101, 102 AND 107). SN 
75-799,074. PUB. 11-28-2000. FILED 9-13-1999. 

2,429,646. YAMAHA. YAMAHA CORPORATION, (U.S. CLS. 2, 
12, 13, 14, 23, 25 AND 50). SN 75-859,609. PUB. 11-28-2000. 
FILED 11-30-1999. 

2,429,757. BLUE TECHNOLOGY. PERMASTEELISA S.P.A, 
MULTIPLE CLASS, (INT. CLS. 6, 11 AND 19), (U.S. CLS. 
1, 2, 12, 13, 14, 21, 23, 25, 31, 33, 34 AND 50). SN 75-899,513. 
PUB. 11-28-2000. FILED 1-20-2000. 
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2,429,806. Z-RACK. M & E MANUFACTURING CO., INC., (U.S 
CLS. 2, 12, 13, 14, 23, 25 AND 50). SN 75-913,993. PUB. 
11-28-2000. FILED 2-10-2000. 

2,429,907. TOMCO. TOMCO PRODUCTS, INC., MULTIPLE 
CLASS, (INT. CLS. 6, 9 AND 20), (U.S. CLS. 2, 12, 13. 14, 
21, 22, 23, 25, 26, 32, 36, 38 AND 50). SN 75-931,556. PUB 
11-28-2000. FILED 2-29-2000. 


CLASS 7—MACHINERY 


2,429,026. M&C AND DESIGN. M & C_ PRODUCTS 
ANALYSENTECHNIK GMBH, MULTIPLE CLASS, (INT. CLS. 
7, 9 AND 11), (U.S. CLS. 13, 19, 21, 23, 26, 31, 34, 35, 36 
AND 38). SN 75-017,683. PUB. 11-28-2000. FILED 11-10-1995 

2,429,044. POLYJET (STYLIZED). HEBERLEIN 
FIBERTECHNOLOGY, INC.. BY CHANGE OF NAME 
HEBERLEIN MASCHINENFABRIK AG, (U.S. CLS. 13, 19, 21, 
23, 31, 34 AND 35). SN 75-311,625. PUB. 11-28-2000. FILED 
6-19-1997. 

2,429,059. CERMEX. CONSTRUCTIONS ETUDES ET 
RECHERCHES DE MATERIELSPOUR  L’EMBALLAGE 
D'EXPEDITION, MULTIPLE CLASS, (INT. CLS. 7, 37 AND 
40), (U.S. CLS. 13, 19, 21, 23, 31, 34, 35, 100, 103 AND 106). 
SN 75-399,404. PUB. 11-28-2000. FILED 12-3-1997. 

2.429.077. DXL AND DESIGN. MK DIAMOND PRODUCTS, 
INC., (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). SN 75-467,740 
PUB. 11-28-2000. FILED 4-14-1998. 

2,429,078. WACKER RENTAL (STYLIZED). WACKER-WERKE 
GMBH & CO. KG, MULTIPLE CLASS, (INT. CLS. 7, 9 AND 
37), (U.S. CLS. 13, 19, 21, 23, 26, 31, 34, 35, 36, 38, 100, 
103 AND 106). SN 75-469,364. PUB. 11-28-2000. FILED 
4-17-1998. 

2,429,101. SYNO RENOLD AND DESIGN. RENOLD PUBLIC 
LIMITED COMPANY, MULTIPLE CLASS, (INT. CLS. 7 AND 
12), (U.S. CLS. 13, 19, 21, 23, 31, 34, 35 AND 44). SN 
75-512,582. PUB. 11-28-2000. FILED 7-2-1998. 

2.429,124 (See Class | for this trademark). 

2,429,193. SMART CHOICE AND DESIGN. NUSTAR, INC. 
(U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). SN 75-616,329 
PUB. 11-28-2000. FILED 1-6-1999. 

2,429,232. STRATA-FAZ. SPX CORPORATION, (U.S. CLS. 13, 
19, 21, 23, 31, 34 AND 35). SN 75-651,263. PUB. 11-28-2000 
FILED 3-3-1999. 

2,429,272. CURB-KING. TOOL ENGINEERING & MANUFAC- 
TURING CO., MULTIPLE CLASS, (INT. CLS. 7, 8 AND 12), 
(U.S. CLS. 13, 19, 21, 23, 28, 31, 34, 35 AND 44). SN 
75-684,434. PUB. 11-28-2000. FILED 4-15-1999 

2.429.308. PM AND DESIGN. PIECE-MAKER COMPANY, (U.S 
CLS. 13, 19, 21, 23, 31, 34 AND 35). SN 75-713,973. PUB 
11-28-2000. FILED 5-26-1999. 

2,429,325. SERVICE READY PARTS AND DESIGN. ARM- 
STRONG AIR CONDITIONING INC., MULTIPLE CLASS, (INT. 
CLS. 7 AND 11), (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35) 
SN 75-722,057. PUB. 11-28-2000. FILED 6-4-1999. 

2,429,388. ECO-SNOW. ECO-SNOW SYSTEMS INC., MUL- 
TIPLE CLASS, (INT. CLS. 7 AND 9), (U.S. CLS. 13, 19, 21, 
23, 26, 31, 34, 35, 36 AND 38). SN 75-751,354. PUB 
11-28-2000. FILED 7-14-1999 

2.429.421. HYDROCLEAN. S.M.F INTERNATIONAL, (U.S. CLS 
13, 19, 21, 23, 31, 34 AND 35). SN 75-768371. PUB 
11-28-2000. FILED 8-3-1999 

2,429,479. SANCTION. KEGEL COMPANY, INC., THE, (U.S. 
CLS. 13, 19, 21, 23, 31, 34 AND 35). SN 75-792,592. PUB 
11-28-2000. FILED 9-3-1999. 

2,429,483. CYBERENGINE. KANEDA KIKAI SEISAKUSHO, 
LTD., (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). SN 75-793,934 
PUB. 4-11-2000. FILED 9-2-1999. 

2,429,484. EAGLE. MOBILE TOOL INTERNATIONAL, INC., 
(U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). SN 75-794,173. 
PUB. 11-28-2000. FILED 9-8-1999. 

2,429,499. A (STYLIZED). ARCH ENVIRONMENTAL EQUIP- 
MENT, INC., MULTIPLE CLASS, (INT. CLS. 7 AND 9), (U.S 
CLS. 13, 19, 21, 23, 26, 31, 34, 35, 36 AND 38). SN 75-798,502 
PUB. 11-28-2000. FILED 9-14-1999 

2,429,502 (See Class 6 for this trademark). 
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2,429,577. PRESSTEK DI AND DESIGN. PRESSTEK, INC., 
MULTIPLE CLASS, (INT. CLS. 7 AND 9), (U.S. CLS. 13, 19, 
21, 23, 26, 31, 34, 35, 36 AND 38). SN 75-828,084. PUB 
11-28-2000. FILED 10-22-1999. 

2,429,639. YOUR PARTNER IN POWER-TRAIN COMPO- 
NENTS. TEAM INDUSTRIES, INC., MULTIPLE CLASS, (INT. 
CLS. 7, 12, 40 AND 42), (U.S. CLS. 13, 19, 21, 23, 31, 34, 
35, 44, 100, 101, 103 AND 106). SN 75-856,494. PUB. 
11-28-2000. FILED 11-23-1999. 

2,429,653. FFC CYCLONE BROOMS AND DESIGN. FARM- 
ER’S FACTORY COMPANY, (U.S. CLS. 13, 19, 21, 23, 31, 
34 AND 35). SN 75-863,083. PUB. 11-28-2000. FILED 
12-2-1999, 

2,429,810. SKY DOLLY. SKY DOLLY, (U.S. CLS. 13, 19, 21, 
23, 31, 34 AND 35). SN 75-915,108. PUB. 11-28-2000. FILED 
1-31-2000. 

2,429,923. EDM ZAP PARTS, INC. AND DESIGN. EDM ZAP 
PARTS, INC., (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). SN 
75-935,707. PUB. 11-28-2000. FILED 3-3-2000. 


CLASS 8—HAND TOOLS 


2,429,221. RL AND DESIGN. PRL USA HOLDINGS, INC., MUL- 
TIPLE CLASS, (INT. CLS. 8 AND 21), (U.S. CLS. 2, 13, 23. 
28, 29, 30, 33, 40, 44 AND 50). SN 75-641,000. PUB. 7-11-2000. 
FILED 2-16-1999. 

2,429,272 (See Class 7 for this trademark). 

2,429,502 (See Class 6 for this trademark). 

2,429,641. ABC QUICK SEEDER. COX, ARVILLE B., (US. 
CLS. 23, 28 AND 44). SN 75-857,545. PUB. 11-28-2000. FILED 
11-24-1999. 

2,429,660. CONTRACTOR SERIES. SHERWIN-WILLIAMS 
COMPANY, THE, (U.S. CLS. 23, 28 AND 44). SN 75-866,814 
PUB. 11-28-2000. FILED 12-8-1999. 

2,429,748. PROGRESSIONS. MATSUSHITA ELECTRIC COR- 
PORATION OF AMERICA, (U.S. CLS. 23, 28 AND 44). SN 
75-898,402. PUB. 11-28-2000. FILED 1-19-2000. 

2.429.892. SPEEDWHEEL AND DESIGN. BRUTTOMESSO. 
ROGER S., JR., (U.S. CLS. 23, 28 AND 44). SN 75-928.331 
PUB. 11-28-2000. FILED 2-26-2000. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


2,429,019. MISCELLANEOUS DESIGN. MONDEX _INTER- 
NATIONAL LIMITED, ASSIGNEE OF JONHIG LIMITED, MUL- 
TIPLE CLASS, (INT. CLS. 9 AND 36), (U.S. CLS. 21, 23, 26, 
36, 38, 100, 101 AND 102). SN 74-392.515. PUB. 6-23-1998 
FILED 5-19-1993. 

2,429,024. SAVANSYS AND DESIGN. SAVANTAGE, INC., (U.S 
CLS. 21, 23, 26. 36 AND 38). SN 75-013,916. PUB. 1-27-1998 
FILED 11-2-1995 

2.429.026 (See Class 7 for this trademark). 

2,429,031. ROCKET PICTURES. ROCKET PICTURES LIM- 
ITED, MULTIPLE CLASS, (INT. CLS. 9 AND 41), (U.S. CLS 
21, 23, 26, 36, 38, 100, 101 AND 107). SN 75-201,931. PUB 
4-27-1999. FILED 11-21-1996. 

2,429,035. CEGETEL. COMPAGNIE GENERALE DES EAUX. 
MULTIPLE CLASS, (INT. CLS. 9, 37, 38 AND 42), (U.S. CLS. 
21, 23, 26, 36, 38, 100, 101, 103, 104 AND 106). SN 75-229,064 
PUB. 11-28-2000. FILED 1-21-1997. 

2.429.041. IN4S AND DESIGN. IN4S INC., (U.S. CLS. 21, 23. 
26, 36 AND 38). SN 75-296,191. PUB. 3-9-1999. FILED 
5-22-1997. 

2,429,047. SYSTRANET. SYSTRAN S.A., MULTIPLE CLASS, 
(INT. CLS. 9 AND 38), (U.S. CLS. 21, 23, 26, 36, 38, 100, 
101 AND 104). SN 75-322,539. PUB. 11-28-2000. FILED 
7-10-1997. 

2.429.048. FIRESTARTER. WILDFIRE COMMUNICATIONS. 
INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-334,568. PUB. 
11-28-2000. FILED 8-1-1997. 

2,429,050. THE PUZZLE CLUB. INTERNATIONAL LUTHERAN 
LAYMEN’S LEAGUE, (U.S. CLS. 21 26, 36 AND 38). SN 
75-364,564. PUB. 11-28-2000. FILED 9-29-1997 
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2,429,052. MAX HEADROOM. CHRYSALIS HOLDINGS LTD, 
(US. CLS. 21, 23, 26, 36 AND 38). SN 75-375,195. PUB. 
11-28-2000. FILED 10-17-1997. 

2,429,053. INFORMATION WINDOWING METHOD (IWM). 
STAUDACHER, KONRAD, BY ASSIGNMENT VKS + PART- 
NER AG, MULTIPLE CLASS, (INT. CLS. 9, 16, 38, 41 AND 
42), (U.S. CLS. 2, 5, 21, 22, 23, 26, 29, 36, 37, 38, 50, 100, 
101, 104 AND 107). SN 75-376,987. PUB. 11-28-2000. FILED 
10-21-1997. 

2.429.054. RAPIDLINK. BAYER CORPORATION, BY MERGER 
CHIRON DIAGNOSTICS CORPORATION, (U.S. CLS. 21, 23, 
26, 36 AND 38). SN 75-384,205. PUB. 11-28-2000. FILED 
11-4-1997. 

2.429.057. EASYWAVE. NOKIA TELECOMMUNICATIONS OY, 
MULTIPLE CLASS, (INT. CLS. 9, 37 AND 38), (U.S. CLS. 
21, 23, 26, 36, 38, 100, 101, 103, 104 AND 106). SN 75-392,626. 
PUB. 3-14-2000. FILED 11-19-1997. 

2,429,072. SAGE. ORION RESEARCH INC., (U.S. CLS. 21, 23, 
26, 36 AND 38). SN 75-447,654. PUB. 11-28-2000. FILED 
3-10-1998. 

2,429,074. NATIONAL FEDERATION OF THE BLIND. NA- 
TIONAL FEDERATION OF THE BLIND, THE, MULTIPLE 
CLASS, (INT. CLS. 9, 10, 14, 16, 18, 21, 24, 25, 28 AND 
MOASEAEALZLLILGBABBABAB AM 
33, 36, 37, 38, 39, 40, 41, 42, 44, 46 AND 50). SN 75-449,502. 
PUB. 11-28-2000. FILED 3-13-1998. 

2,429,076. VISTA-VIEW. DATAPOINT CORPORATION, (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 75-465,685. PUB. 11-28-2000. 
FILED 4-10-1998. 

2,429,078 (See Class 7 for this trademark). 

2,429,080. SECURECRT. VAN DYKE TECHNOLOGIES, INC., 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-473,177. PUB. 
7-18-2000. FILED 4-23-1998. 

2,429,081. OJ MICROLINE. OJ ELEKTRONIK A/S, (U.S. CLS. 
21, 23, 26, 36 AND 38). SN 75-473,825. PUB. 7-18-2000. FILED 
4-24-1998. 

2,429,085. AMORE. NEC USA, INC., MULTIPLE CLASS, (INT. 
CLS. 9 AND 38), (U.S. CLS. 21, 23, 26, 36, 38, 100, 101 AND 
104). SN 75-482,616. PUB. 11-28-2000. FILED 5-11-1998. 

2,429,105. CYBERFLEX CORE AND DESIGN. 
SCHLUMBERGER INDUSTRIES, (U.S. CLS. 21, 23, 26, 36 AND 
38). SN 75-516,738. PUB. 11-28-2000. FILED 7-10-1998. 

2,429,114. CDI. RICHARD HIRSCHMANN GMBH & CO., MUL- 
TIPLE CLASS, (INT. CLS. 9 AND 42), (U.S. CLS. 21, 23, 26, 
36, 38, 100 AND 101). SN 75-531,976. PUB. 7-25-2000. FILED 
8-6-1998. 

2,429,115. POWERWAY ASSESSOR. POWERWAY, INC., (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 75-532,385. PUB. 11-28-2000 
FILED 8-6-1998. 

2,429,123. SNOWLIFE. SNOWLIFE NANDO PARJAROLA AG, 
MULTIPLE CLASS, (INT. CLS. 9, 25 AND 28), (U.S. CLS. 
21, 22, 23, 26, 36, 38, 39 AND 50). SN 75-547,489. PUB. 
11-28-2000. FILED 9-3-1998. 

2,429,124 (See Class | for this trademark). 

2,429,137. STOPPER STATION. SAFETY TECHNOLOGY 
INTERNATIONAL, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-556,278. PUB. 11-28-2000. FILED 9-21-1998. 

2.429.139. TECHWRITE. ADVANTAGE LEARNING SYSTEMS, 
INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-563,082. PUB 
11-28-2000. FILED 10-2-1998 

2,429,148. ASSETOUTLOOK. PROVANCE TECHNOLOGIES 
INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-567,237. PUB. 
11-28-2000. FILED 10-8-1998. 

2,429,155. EGO SUM VIA VERITAS ET VITA AND DESIGN. 
CHRISTENDOM EDUCATIONAL CORPORATION, DBA 
CHRISTENDOM COLLEGE, MULTIPLE CLASS, (INT. CLS. 9, 
16, 25 AND 41), (U.S. CLS. 2, 5, 21, 22, 23, 26, 29, 36, 37, 
38, 39, 50, 100, 101 AND 107). SN 75-577,550. PUB. 
11-28-2000. FILED 10-26-1998. 

2,429,159. FLEXSYSTEM AND DESIGN. TOTAL ADMINIS- 
TRATIVE SERVICES CORPORATION. MULTIPLE CLASS, 
(INT. CLS. 9 AND 16), (U.S. CLS. 2, 5, 21, 22, 23, 26, 29, 
36. 37, 38 AND 50). SN 75-580,264. PUB. 11-28-2000. FILED 
10-30-1998. 

2,429,162 (See Class 6 for this trademark). 

2,429,164. TOTAL VB STATISTICS AND DESIGN. FINAN- 
CIAL MODELING SPECIALISTS, INC., (U.S. CLS. 21, 23, 26, 
36 AND 38). SN 75-585,654. PUB. 11-28-2000. FILED 
11-9-1998. 
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2,429,169. MEMBIST. CREDENCE SYSTEMS CORPORATION, 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-590,380. PUB. 
11-28-2000. FILED 11-17-1998. 

2,429,171. PHARMLINK. DADE MICROSCAN INC., (U.S. CLS. 
21, 23, 26, 36 AND 38). SN 75-591,727. PUB. 7-11-2000. FILED 
11-10-1998 

2,429,177. AEROPLUG. NABSON, INC., (U.S. CLS. 21, 23, 26, 
36 AND 38). SN 75-596,712. PUB. 11-28-2000. FILED 
9-30-1999. 

2,429,183. EPS. COLLEGE ENTRANCE EXAMINATION 
BOARD, MULTIPLE CLASS, (INT. CLS. 9, 41 AND 42), (U.S. 
CLS. 21, 23, 26, 36, 38, 100, 101 AND 107). SN 75-605,426 
PUB. 7-25-2000. FILED 12-15-1998. 

2,429,188. MAILMATE. SERCOMM CORP., MULTIPLE CLASS, 
(INT. CLS. 9 AND 37), (U.S. CLS. 21, 23, 26, 36, 38, 100, 
103 AND 106). SN 75-611,636. PUB. 11-28-2000. FILED 
12-23-1998. 

2,429,189. TRIM. TOWER SOFTWARE ENGINEERING PTY 
LTD, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-612,810. PUB. 
11-28-2000. FILED 12-29-1998. 

2,429,195. CALTEMP AND DESIGN. INSTRULAB, INC., (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 75-618,477. PUB. 11-28-2000. 
FILED 1-11-1999. 

2,429,215. IN. PRO. AND DESIGN. IN.PRO. HERSTELLUNGS- 
UND VERTRIEBSGESELLSCHAFT MBH, MULTIPLE CLASS, 
(INT. CLS. 9, 11 AND 12), (U.S. CLS. 13, 19, 21, 23, 26, 
31, 34, 35, 36, 38 AND 44). SN 75-637,380. PUB. 11-28-2000. 
FILED 2-8-1999. 

2,429,224. ENOSIS AND DESIGN. DAOU SYSTEMS, INC., (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 75-644.713. PUB. 11-28-2000. 
FILED 2-23-1999. 

2,429,229. WITHDRAWN. 

2,429,231. CASTLEE. HOYA CORPORATION, (U.S. CLS. 21, 23, 
26, 36 AND 38). SN 75-650,949. PUB. 11-28-2000. FILED 
2-26-1999. 

2,429,235. INFERCOR. INFERCOR AS, MULTIPLE CLASS, 
(INT. CLS. 9, 38 AND 42), (U.S. CLS. 21, 23, 26, 36, 38, 
100, 101 AND 104). SN 75-655,359. PUB. 11-28-2000. FILED 
3-8-1999. 

2,429,236. TRIPLEHIHAT. KUPPERS, PETER, MULTIPLE 
CLASS, (INT. CLS. 9, 15 AND 25), (U.S. CLS. 2, 21, 22, 23, 
26, 36, 38 AND 39). SN 75-656,971. PUB. 11-28-2000. FILED 
3-11-1999. 

2,429,237. LIGHTECH FIBEROPTICS, INC. LIGHTECH 
FIBEROPTICS, INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-657,515. PUB. 11-28-2000. FILED 3-10-1999. 

2,429,238. CONNECTED PLAN. STS SYSTEMS LTD., MUL- 
TIPLE CLASS, (INT. CLS. 9 AND 16), (U.S. CLS. 2, 5, 21, 
22, 23, 26, 29, 36, 37, 38 AND 50). SN 75-660,004. PUB. 
11-28-2000. FILED 3-15-1999. 

2,429,257. PRO LITE. ITYAMA ELECTRIC CO, (U.S. CLS. 21, 
23, 26, 36 AND 38). SN 75-675,967. PUB. 11-28-2000. FILED 
4-5-1999. 

2.429.262. NAVIGATOR PLUS. CLARK CAPITAL MANAGE- 
MENT GROUP, INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-679,195. PUB. 7-4-2000. FILED 4-9-1999. 

2,429,267. CATERSOFT. CATERSOFT, LLC, (U.S. CLS. 21, 23, 
26, 36 AND 38). SN 75-681,849. PUB. 11-28-2000. FILED 
4-13-1999. 

2,429,269. X-KEYS (STYLIZED). P.I. ENGINEERING, INC., 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-682,072. PUB. 
11-28-2000. FILED 4-12-1999. 

2,429,273. MARY SUE’S TRIANGLE RULER. MARTINGALE 
& COMPANY, INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-687,678. PUB. 11-28-2000. FILED 4-21-1999. 

2,429,277. IDA! AND DESIGN. BURKS GENCORE CO., INC., 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-690,051. PUB. 
4-25-2000. FILED 5-17-1999. 

2.429.283. JAGUAR. SENSAR, (U.S. CLS. 21, 23, 26, 36 AND 
38). SN 75-696,496. PUB. 7-18-2000. FILED 4-30-1999. 

2,429,284. DELTAMOS (STYLIZED). BTA TECHNOLOGY, 
INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-696,626. PUB. 
11-28-2000. FILED 5-3-1999. 

2,429,301. INSURETRADE.COM. SNIDER, JEFFREY A., (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 75-708,405. PUB. 11-28-2000. 
FILED 5-18-1999. 
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2,429,304. CRYPTOSENTRY. ZAXUS LIMITED, BY CHANGE 
OF NAME RACAL-AIRTECH LIMITED, (U.S. CLS. 21, 23, 26, 
36 AND 38). SN 75-709,581. PUB. 11-28-2000. FILED 
S$—19--1999. 

2,429,305. SUPREME (STYLIZED). SUPREME PLASTIC PROD- 
UCTS (UK) LIMITED, MULTIPLE CLASS, (INT. CLS. 9, 16, 
18, 2 AND 21). WS. CES. 1, 2, 3, % 13, 21. 22, 3, G. 
26, 29, 30, 32, 33, 36, 37, 38, 40, 41 AND 50). SN 75-709,724. 
PUB. 11-28-2000. FILED 5-19-1999. 

2,429,306. SAFETY WORKS. MINE SAFETY APPLIANCES 
COMPANY, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-711,099. 
PUB. 11-28-2000. FILED 5-20-1999. 

2,429,310. FIBER OPTIONS. FIBER OPTIONS INC., (U.S. CLS. 
21, 23, 26, 36 AND 38). SN 75-714,844. PUB. 11-28-2000. 
FILED 5-27-1999. 

2.429.315. REEF. SILICON REEF, INC., (U.S. CLS. 21, 23, 26, 
36 AND 38). SN 75-717,398. PUB. 11-28-2000. FILED 
5-18-1999. 

2,429,316. BEAUTIFUL FEET BOOKS AND DESIGN. RUS- 
SELL J. BERG, If AND REA C. BERG, DBA BEAUTIFUL 
FEET BOOKS, MULTIPLE CLASS, (INT. CLS. 9, 16 AND 35), 
(U.S. CLS. 2, 5, 21, 22, 23, 26, 29, 36, 37, 38, 50, 100, 101 
AND 102). SN 75-717,758. PUB. 11-28-2000. FILED 6-1-1999. 

2,429,318. G2M GAMES. GO2MARKET.COM, BY ASSIGN- 
MENT DGH LTD., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-719,201. PUB. 11-28-2000. FILED 6-2-1999. 

2,429,333. KEYFILE CORPORATION AND DESIGN. KEYFILE 
CORPORATION, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-728,053. PUB. 11-28-2000. FILED 6-14-1999. 

2,429,353. SMART TODAY SMART TOMORROW. AXIOHM 
TRANSACTIONS SOLUTIONS, INC., (U.S. CLS. 21, 23, 26, 
36 AND 38). SN 75-735,815. PUB. 11-28-2000. FILED 
6-24-1999. 

2,429,363. WEBCIERGE. MAKE COMMUNICATIONS & COM- 
PUTING, MULTIPLE CLASS, (INT. CLS. 9, 35 AND 38), (U.S. 
CLS. 21, 23, 26, 36, 38, 100, 101, 102 AND 104). SN 75-742,268 
PUB. 11-28-2000. FILED 7-2-1999. 

2,429,364. BY (STYLIZED). MAKE COMMUNICATIONS & 
COMPUTING, MULTIPLE CLASS, (INT. CLS. 9, 35 AND 38), 
(U.S. CLS. 21, 23, 26, 36, 38, 100, 101, 102 AND 104). SN 
75-742,270. PUB. 11-28-2000. FILED 7-2-1999. 

2,429,365. BONNE VIE. MAKE COMMUNICATIONS & COM- 
PUTING, MULTIPLE CLASS, (INT. CLS. 9, 35 AND 38), (U.S. 
CLS. 21, 23, 26, 36, 38, 100, 101, 102 AND 104). SN 75-742,273 
PUB. 11-28-2000. FILED 7-2-1999. 

2.429366. BON VIVRE. MAKE COMMUNICATIONS & COM- 
PUTING, MULTIPLE CLASS, (INT. CLS. 9, 35 AND 38), (U.S. 
CLS. 21, 23, 26, 36, 38, 100, 101, 102 AND 104). SN 75-742,274. 
PUB. 11-28-2000. FILED 7-2-1999. 

2,429,368. FEATURETURN. ENGINEERING GEOMETRY SYS- 
TEMS, MULTIPLE CLASS, (INT. CLS. 9 AND 16), (U.S. CLS. 
2, 5, 21, 22, 23, 26, 29, 36, 37, 38 AND 50). SN 75—742,951. 
PUB. 11-28-2000. FILED 10-30-1999. 

2,429,369. FEATURE CAM AND DESIGN. ENGINEERING GE- 
OMETRY SYSTEMS, MULTIPLE CLASS, (INT. CLS. 9 AND 
16), (U.S. CLS. 2, 5, 21, 22, 23, 26, 29, 36, 37, 38 AND 50). 
SN 75-—743,367. PUB. 11-28-2000. FILED 6-28-1999. 

2,429,373. GROUPTECH. GROUP TECHNOLOGIES CORPORA- 
TION, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-744,420. 
PUB. 11-28-2000. FILED 7-7-1999. 

2,429,374. LEGANET. LEGAMED,. INC.. MULTIPLE CLASS, 
(INT. CLS. 9, 16 AND 42), (U.S. CLS. 2, 5, 21, 22, 23, 26, 
29, 36, 37, 38, 50, 100 AND 101). SN 75-744.970. PUB. 
11-28-2000. FILED 7-7-1999. 

2,429,388 (See Class 7 for this trademark). 

2.429.405. CYBERSURROUND. EMERSON RADIO CORP., (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 75-761,359. PUB. 11-28-2000. 
FILED 7-26-1999 

2.429.411. LOGLINK. TELEMATIC SYSTEMS, INC., (U.S. CLS. 
21, 23, 26, 36 AND 38). SN 75-762,495. PUB. 8-29-2000. FILED 
7-28-1999. 

2.429.412. THE VOICE OF THE NETWORK. ELECTRONIC 
TELE-COMMUNICATIONS, INC., (U.S. CLS. 21, 23, 26, 36 
AND 38). SN 75-762,833. PUB. 11-28-2000. FILED 7-29-1999 

2,429,419. E LINK AND DESIGN. INTELLI-CHECK, INC., (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 75-767,606. PUB. 11-28-2000. 
FILED 8-4-1999. 
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2,429,420. FEEDER MANAGEMENT RELAY. GENERAL 
ELECTRIC COMPANY, (U.S. CLS. 21, 23, 26, 36 AND 38). 
SN 75—768,004. PUB. 11-28-2000. FILED 8-3-1999. 

2,429,431. CYBERWEIGHTS. ETHERIDGE, DIANA C., (US. 
CLS. 21, 23, 26, 36 AND 38). SN 75-771,836. PUB. 11-28-2000. 
FILED 8-10-1999. 

2,429,432. MISCELLANEOUS DESIGN. ETHERIDGE, DIANA 
C., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75—772,684. PUB. 
11-28-2000. FILED 8-10-1999. 

2,429,439. VF AND DESIGN. VIRTUAL FINANCIAL SERVICES, 
INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-775,946. PUB. 
11-28-2000. FILED 8-13-1999. 

2,429,440. JACKHAMMER. STREAMLOGIC CORPORATION, 
DBA HAMMER STORAGE SOLUTIONS, (U.S. CLS. 21, 23, 
26, 36 AND 38). SN 75-776,020. PUB. 11-28-2000. FILED 
8-13-1999. 

2,429,455. PERFECT VOICE COMPACT PLUS AND DESIGN. 
TELECO, INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-785,830. PUB. 11-28-2000. FILED 8-26-1999. 

2,429,461. BUMPER. CONCEPT KITCHEN, INC., (U.S. CLS. 21, 
23, 26, 36 AND 38). SN 75-788,482. PUB. 11-28-2000. FILED 
8-31-1999. 

2,429,463. COMMCIERGE. MAKE COMMUNICATIONS & 
COMPUTING, MULTIPLE CLASS, (INT. CLS. 9, 35 AND 38), 
(U.S. CLS. 21, 23, 26, 36, 38, 100, 101, 102 AND 104). SN 
75-788,848. PUB. 11-28-2000. FILED 8-30-1999. 

2,429,464. ECOFAST. SIEMENS AKTIENGESELLSCHAFT, (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 75-789,236. PUB. 11-28-2000. 
FILED 8-30-1999. 

2,429,486. THE COMPLAINTS. PETRELLA, ROLAND, MUL- 
TIPLE CLASS, (INT. CLS. 9 AND 41), (U.S. CLS. 21, 23, 26, 
36, 38, 100, 101 AND 107). SN 75-794,560. PUB. 11-28-2000. 
FILED 9-8-1999. 

2,429,492. 20/20 PREPAID AND DESIGN. 20/20 DISTRIBUTOR, 
INC., MULTIPLE CLASS, (INT. CLS. 9 AND 38), (U.S. CLS 
21, 23, 26, 36, 38, 100, 101 AND 104). SN 75-796,172. PUB 
11-28-2000. FILED 9-9-1999. 

2.429.498. INTELLIGENT POWER SYSTEM. ENTERTAIN- 
MENT TECHNOLOGY INCORPORATED, (U.S. CLS. 21, 23, 
26, 36 AND 38). SN 75-798,186. PUB. 11-28-2000. FILED 
9-13-1999. 

2,429,499 (See Class 7 for this trademark). 

2,429,502 (See Class 6 for this trademark). 

2,429,503. EVENT-KNOWLEDGECAST. NOTICECAST SOFT- 
WARE LIMITED, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-799,261. PUB. 11-28-2000. FILED 9-15-1999. 

2,429,507. QUARK AND DESIGN. QUARK, INC., MULTIPLE 
CLASS, (INT. CLS. 9, 16 AND 42), (U.S. CLS. 2, 5, 21, 22, 
23, 26, 29, 36, 37, 38, 50, 100 AND 101). SN 75-801,075. PUB. 
11-28-2000. FILED 9-16-1999. 

2,429,508. P-TRAK (STYLIZED). TS! INCORPORATED, (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 75-801,257. PUB. 11-28-2000 
FILED 9-17-1999. 

2,429,517. AMERICORP INTERNATIONAL, INC. AND DE- 
SIGN. AMERICORP INTERNATIONAL, INC., (U.S. CLS. 21, 
23, 26, 36 AND 38). SN 75-803,869. PUB. 11-28-2000. FILED 
9-17-1999. 

2,429,518. MISCELLANEOUS DESIGN. APOCALYPSE TECH- 
NOLOGIES, INCORPORATED, (U.S. CLS. 21, 23, 26, 36 AND 
38). SN 75-803,934. PUB. 11-28-2000. FILED 9-21-1999. 

2.429.519. TACLINK. RAYTHEON COMPANY, (U.S. CLS. 21, 
23, 26, 36 AND 38). SN 75-804,141. PUB. 11-28-2000. FILED 
9-16-1999. 

2,429,526. JUST WHAT THE SCRIPT DOCTOR ORDERED!. 
FINAL DRAFT, INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-807,530. PUB. 11-28-2000. FILED 9-27-1999. 

2,429,527. DISKAN. QC OPTICS, INC., (U.S. CLS. 21, 23, 26, 
36 AND 38). SN 75-807.712. PUB. 11-28-2000. FILED 
9-24-1999. 

2,429,530. CROSSWORKS. CROSSWORKS, INC., (U.S. CLS. 21, 
23. 26, 36 AND 38). SN 75-809.260. PUB. 11-28-2000. FILED 
9-27-1999. 

2,429,532. M AND DESIGN. KELLER WILLIAMS REALTY, 
INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-809,549. PUB. 
11-28-2000. FILED 9-28-1999. 

2.429.537. CHOICE SYSTEMS, INC. CHOICE MEDICAL, INC.. 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-813,682. PUB. 
11-28-2000. FILED 10-4-1999. 
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2,429,538. MISCELLANEOUS DESIGN. CHOICE MEDICAL, 
INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-813,686. PUB. 
11-28-2000. FILED 104-1999. 

2,429,540. SKI-KEY. WIPER Ill, CHARLES, (U.S. CLS. 21, 23, 
26, 36 AND 38). SN 75-814,143. PUB. 11-28-2000. FILED 
10-4-1999 

2,429,542. MACKROSOFT. CHEEVER, ALEXANDER 
VALLETTE, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-815,093. 
PUB. 11-28-2000. FILED 10-25-1999. 

2,429,545. UNIFINANZ. NCT AG, MULTIPLE CLASS, (INT. 
CLS. 9 AND 16), (U.S. CLS. 2, 5, 21, 22, 23, 26, 29, 36, 37, 
38 AND 50). SN 75-816,494. PUB. 11-28-2000. FILED 
10-6-1999. 

2,429,549. HOGATEX. HOGATEX SOFTWARE GMBH, MUL- 
TIPLE CLASS, (INT. CLS. 9 AND 42), (U.S. CLS. 21, 23, 26, 
36, 38, 100 AND 101). SN 75-817,394. PUB. 11-28-2000. FILED 
10-7-1999. 

2,429,563. FLOWMETRIX AND DESIGN. DYNAMIC SYSTEM 
SOLUTIONS, INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-823,573. PUB. 11-28-2000. FILED 10-15-1999. 

2,429,572. YANKEE EYEWEAR COMPANY. BK OPTICAL 
USA, INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-826,026. 
PUB. 7-25-2000. FILED 9-14-1999. 

2,429,577 (See Class 7 for this trademark). 

2,429,589. THE BENJY GAITHER BAND. LIVE BAIT PRO- 
DUCTIONS, INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-833,241. PUB. 11-28-2000. FILED 10-27-1999. 

2,429,594. VACCINE SAVER. EMBREX, INC., (U.S. CLS. 21, 
23, 26, 36 AND 38). SN 75-833,681. PUB. 11-28-2000. FILED 
10-28-1999. 

2,429,596. ACCUDROP. MARCONI DATA SYSTEMS, INC., BY 
MERGER VIDEOJET SYSTEMS INTERNATIONAL, INC., (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 75-834,327. PUB. 11-28-2000. 
FILED 10-29-1999. 

2,429,603. AEM. ENGAGE NETWORKS, INC., (U.S. CLS. 21, 
23, 26, 36 AND 38). SN 75-837,592. PUB. 11-28-2000. FILED 
11-1-1999. 

2,429,619. AUTODEBLUR. AUTOQUANT IMAGING, INCOR- 
PORATED, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-845,522. 
PUB. 11-28-2000. FILED 12-2-1999. 

2,429,620. ON TIME AND DESIGN. PAYMENT PROTECTION 
SYSTEMS, INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-847,682. PUB. 11-28-2000. FILED 11-12-1999. 

2,429,621. MP3 MAKER. MAGIX COMPUTER PRODUCTS 
INTERNATIONAL CORP., (U.S. CLS. 21, 23, 26, 36 AND 38). 
SN 75-847,746. PUB. 11-28-2000. FILED 11-12-1999. 

2,429,623. LIVEBUILDER. LIVEBUILDER US, INC., MULTIPLE 
CLASS, (INT. CLS. 9 AND 42), (U.S. CLS. 21, 23, 26, 36, 
38, 100 AND 101). SN 75-848,671. PUB. 11-28-2000. FILED 
11-12-1999. 

2,429,630. T-REX. TECHRX INCORPORATED, (U.S. CLS. 21, 
23, 26, 36 AND 38). SN 75-851,198. PUB. 8-15-2000. FILED 
11-17-1999. 

2,429,634. MT MINIATURE TRAIN CO. AND DESIGN. 
MELISH, MARTIN A., AND SMITH, ROBERT B., (U.S. CLS. 
21, 23, 26, 36 AND 38). SN 75-852,002. PUB. 11-28-2000. 
FILED 11-18-1999. 

2,429,636. AUDIOTECH (STYLIZED). LINDSAY MANUFAC- 
TURING, INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-853,825. PUB. 11-28-2000. FILED 11-22-1999. 

2,429,654. GATEPASS. LOCKHEED MARTIN IMS CORPORA- 
TION, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-863,910. 
PUB. 11-28-2000. FILED 12-3-1999. 

2,429,655. GATEPASS AND DESIGN. LOCKHEED MARTIN 
IMS CORPORATION, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-863,911. PUB. 11-28-2000. FILED 12-3-1999. 

2,429,668. POWERSCREEN. REFLEC PLC, (U.S. CLS. 21, 23, 
26, 36 AND 38). SN 75-869,431. PUB. 11-28-2000. FILED 
12-9-1999. 

2,429,676. UNISART. SARTORIUS AG, MULTIPLE CLASS, 
(INT. CLS. 9 AND 10), (U.S. CLS. 21, 23, 26, 36, 38, 39 AND 
44). SN 75-874,467. PUB. 11-28-2000. FILED 12-15-1999. 

2,429,689. LILA MCCANN. MCCANN, LILA, MULTIPLE 
CLASS, (INT. CLS. 9, 16 AND 41), (U.S. CLS. 2, 5, 21, 22, 
23, 26, 29, 36, 37, 38, 50, 100, 101 AND 107). SN 75-879,618. 
PUB. 11-28-2000. FILED 12-23-1999. 

2,429,690. MEMBERMASTER. EHRREICH, GEORGE BARRON, 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-880,051. PUB. 
11-28-2000. FILED 1-4-2000. 
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2,429,691. MISCELLANEOUS DESIGN. NIELSEN- 
KELLERMAN CO., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-881,545. PUB. 11-28-2000. FILED 12-28-1999. 

2,429,729. FIELDCENTRIX. FIELDCENTRIX, INC., (U.S. CLS. 
21, 23, 26, 36 AND 38). SN 75-890,949. PUB. 11-28-2000. 
FILED 1-7-2000. 

2.429.737. CALM. COMTEQ INCORPORATED, (U.S. CLS. 21, 
23, 26, 36 AND 38). SN 75-894,593. PUB. 11-28-2000. FILED 
1-7-2000. 

2,429,738. PROGRESSIVE. GREENLEE TEXTRON INC., (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 75-894,750. PUB. 11-28-2000 
FILED 1-12-2000. 

2,429,740. PLATIZER. KWIDZINSKI, BOGDAN, DBA EURO- 
SCIENTIFIC COMPANY, (U.S. CLS. 21, 23, 26, 36 AND 38). 
SN 75-894,816. PUB. 11-28-2000. FILED 1-8-2000. 

2,429,742. AUTOPILOT. IDEAVILLAGE.COM, LLC, (U.S. CLS. 
21, 23, 26, 36 AND 38). SN 75-895,337. PUB. 11-28-2000. 
FILED 1-13-2000. 

2,429,747. EASYCRYPT. EON SOLUTIONS, LTD., (U.S. CLS. 
21, 23, 26, 36 AND 38). SN 75-897,747. PUB. 11-28-2000. 
FILED 1-18-2000. 

2,429,753. F AND DESIGN. FLEXENROLL CORPORATION, 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-898,962. PUB. 
11-28-2000. FILED 1-19-2000. 

2,429,754. FLEXENROLL. FLEXENROLL 
(U.S. CLS. 21, 23, 26, 36 AND 38) 
11-28-2000. FILED 1-19-2000. 

2,429,761. FINSAFE AND DESIGN. CPS EUROPE B.V., (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 75-901,276. PUB. 11-28-2000. 
FILED 1-21-2000. 

2,429,765. OMNIVISION AND DESIGN. OMNIVISION TECH- 
NOLOGIES, INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-902,448. PUB. 11-28-2000. FILED 1-26-2000. 

2,429,766. OMNIVISION. OMNIVISION TECHNOLOGIES, INC.. 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-902,595. PUB. 
11-28-2000. FILED 1-26-2000. 

2,429,776. MARK-10 AND DESIGN. MARK-10 CORPORATION, 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-906,289. PUB. 
11-28-2000. FILED 1-28-2000. 

2,429,795. SOFPLEX. SOFPLEX INC., (U.S. CLS. 21, 23, 26, 36 
AND 38). SN 75-910,212. PUB. 11-28-2000. FILED 1-27-2000. 

2,429,798. VCI (STYLIZED). VERTICAL CIRCUITS, INC., (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 75-910,909. PUB. 11-28-2000. 
FILED 2-5-2000. 

2,429,801. DREAMTRYBE. DOSS, GINGER, (U.S. CLS. 21, 23, 
26, 36 AND 38). SN 75-912,287. PUB. 11-28-2000. FILED 
2-8-2000. 

2,429,813. MISCELLANEOUS DESIGN. LIGHTNINGCAST, 
INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-916,295. PUB. 
11-28-2000. FILED 2-14-2000. 

2,429,814. FISHPLANT. PROVIDENCE BAY FISH COMPANY, 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-916,729. PUB. 
11-28-2000. FILED 2-11-2000. 

2,429,822. MANAGEMENT CONCEPTS AND DESIGN. MAN- 
AGEMENT CONCEPTS, INC., MULTIPLE CLASS, (INT. CLS. 
9, 16, 35, 36, 41 AND 42), (U.S. CLS. 2, 5, 21, 22, 23, 26, 
29, 36, 37, 38, 50, 100, 101, 102 AND 107). SN 75-918,567. 
PUB. 11-28-2000. FILED 2-15-2000. 

2,429,825. SARTOPORE. SARTORIUS AG, MULTIPLE CLASS, 
(INT. CLS. 9 AND 11), (US. CLS. 13, 21, 23, 26, 31, 34, 
36 AND 38). SN 75-919,510. PUB. 11-28-2000. FILED 
2-15-2000. 

2,429,826. PHAC. RESEARCH AND DEVELOPMENT PROD- 
UCTS, LLC, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-919,548. 
PUB. 11-28-2000. FILED 2-15-2000. 

2,429,832. STATIONMASTER (STYLIZED). INFORMATION 
STATION SPECIALISTS, INC., (U.S. CLS. 21, 23, 26, 36 AND 
38). SN 75-920,647. PUB. 11-28-2000. FILED 2-15-2000. 

2,429,848. MAXVIEW. INDUSTRIAL LOGIC CORPORATION, 
(US. CLS. 21, 23, 26, 36 AND 38). SN 75-922,253. PUB. 
11-28-2000. FILED 2-18-2000. 

2,429,875. MAGNICLEAR. ART OPTICAL CONTACT LENS, 
INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-925,724. PUB. 
11-28-2000. FILED 2-23-2000. 

2,429,884. TRAKPLEX. CARDLOGIX CORPORATION, (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 75-927,230. PUB. 11-28-2000. 
FILED 2-25-2000. 


CORPORATION, 
SN 75-898,969. PUB. 
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2,429,885. SMILELINK. DENTISTRY ONLINE, INC., (U.S. CLS. 
21, 23, 26, 36 AND 38). SN 75-927,282. PUB. 11-28-2000 
FILED 2-24-2000 

2,429,901. DR. DSL. AWARE, INC., (U.S. CLS. 21, 23, 26, 36 
AND 38). SN 75-929,917. PUB. 11-28-2000. FILED 2-25-2000. 

2,429,902. XAFFINITY. EXCLUSIVE ORE INC., (U.S. CLS. 21, 
23, 26, 36 AND 38). SN 75-929.992. PUB. 11-28-2000. FILED 
2-24-2000. 

2,429,907 (See Class 6 for this trademark). 

2,429,916. GEMSTONE INTERNET COMMERCE AUTOMA- 
TION. GEMSTONE SYSTEMS, INC., (U.S. CLS. 21, 23, 26, 
36 AND 38). SN 75-934,182. PUB. 11-28-2000. FILED 
3-2-2000. 

2,429,921. TELEFLOW. ENGAGE! SOFTWARE CORPORA- 
TION, MULTIPLE CLASS, (INT. CLS. 9 AND 42), (U.S. CLS. 
21, 23, 26, 36, 38, 100 AND 101). SN 75-934,997. PUB. 
11-28-2000. FILED 3-3-2000. 

2.429.922. WITHDRAWN. 


2,429,929. TVC (STYLIZED). TELEVISUAL COMMUNICA- 
TIONS, INC., MULTIPLE CLASS, (INT. CLS. 9, 16, 35 AND 
41), (U.S. CLS. 2, 5, 21, 22, 23, 26, 29, 36, 37, 38, 50, 100, 
101, 102 AND 107). SN 75-936,706. PUB. 11-28-2000. FILED 
3-6-2000. 

2.429.990. THERMOTAG. PANACEA SOLUTIONS, INC, (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 76-006.972. PUB. 11-28-2000. 
FILED 3-22-2000. 

2,430,001. VIBELAB. LABWORKS INC., (U.S. CLS. 21, 23, 26, 
36 AND 38). SN 76-009.759. PUB. 11-28-2000. FILED 
3-27-2000 

2,430,008. MISCELLANEOUS DESIGN. STEPHEN MiIN- 
ISTRIES, MULTIPLE CLASS, (INT. CLS. 9, 14, 16, 25 AND 
41), (U.S. CLS. 2, 5, 21, 22, 23, 26, 27, 28, 29, 36, 37, 38, 
39, 50, 100, 101 AND 107). SN 76-011,007. PUB. 11-28-2000. 
FILED 3-24-2000 

2,430,033. CHLOR-SCALE. FORCE FLOW EQUIPMENT, (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 76-017,384. PUB. 11-28-2000. 
FILED 3-24-2000. 

2,430,035. VYYO. VYYO INC., (U.S. CLS. 21, 23, 26, 36 AND 
38). SN 76-017,537. PUB. 11-28-2000. FILED 4-4-2000. 


2,430,042. ALL-BOTTLE. DEC INTERNATIONAL, INC., (U.S 
CLS. 21, 23, 26, 36 AND 38). SN 76-018,275. PUB. 11-28-2000. 
FILED 4-6-2000. 

2,430,080. DELIGHT. DSQUARED DEVELOPMENT, INC., (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 76-024,907. PUB. 11-28-2000. 
FILED 4-7-2000. 

2,430,082. SILVX. SYCAMORE NETWORKS, INC., (U.S. CLS. 
21, 23, 26, 36 AND 38). SN 76-024,969. PUB. 11-28-2000. 
FILED 4-13-2000. 

2,430,094. CT/VIEW. COLUMBIA SCIENTIFIC, INC., (U.S. CLS. 
21, 23, 26, 36 AND 38). SN 76-029,556. PUB. 11-28-2000. 
FILED 4-20-2000. 

2.430.101. AIRBOSS EVOLUTION. DRAEGER SAFETY, INC., 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 76-031,649. PUB. 
11-28-2000. FILED 4-20-2000 

2,430,106. SPECDROM. EAST WEST MEDIA PRODUCTIONS, 
INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 76-035,793. PUB 
11-28-2000. FILED 4-27-2000. 

2,430,109. CROSS CUT. CLAREOS, INC., (U.S. CLS. 21, 23, 
26, 36 AND 38). SN 76-036,275. PUB. 11-28-2000. FILED 
4-27-2000. 

2,430,110. SWIFTMATE. AMPHENOL CORPORATION, (U.S 
CLS. 21, 23, 26, 36 AND 38). SN 76-037,153. PUB. 11-28-2000. 
FILED 4-28-2000. 

2,430,117. VYYO (STYLIZED). VYYO INC., (U.S. CLS. 21, 23, 
26, 36 AND 38). SN 76-065,755. PUB. 11-28-2000. FILED 
6-8-2000. 

2,430,132. HI-AMPERS. TAMARAC INTERNATIONAL CORP., 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 78-005,790. PUB. 
11-28-2000. FILED 4-26-2000. 

2,430,135. MERRY-E-CHRISTMAS. DESKTOPPAL, INC., (U.S 
CLS. 21, 23, 26, 36 AND 38). SN 78-007,334. PUB. 11-28-2000. 
FILED 5-8-2000. 

2.430,141. TACT. HOYA CORPORATION, (U.S. CLS. 21, 23, 26, 
36 AND 38). SN 78-009,226. PUB. 11-28-2000. FILED 
5-22-2000. 
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2,430,142. CRYPTLIB. GUTMANN, PETER, (U.S. CLS. 21, 23, 
26, 36 AND 38). SN 78-009,420. PUB. 11-28-2000. FILED 
5-23-2000. 


CLASS 10—MEDICAL APPARATUS 


2,429,064. ULCERX AND DESIGN. GANZONI & CIE AG, (U.S. 
CLS. 26, 39 AND 44). SN 75-431,409. PUB. 11-28-2000. FILED 
2-9-1998. 

2,429,074 (See Class 9 for this trademark). 

2,429,124 (See Class | for this trademark). 

2,429,126. CHONSTRUCT. DEPUY ORTHOPAEDICS, INC., 
(U.S. CLS. 26, 39 AND 44). SN 75-550,707. PUB. 11-28-2000. 
FILED 9-9-1998. 

2,429,127. FLITES. ARJO LIMITED, (U.S. CLS. 26, 39 AND 44). 
SN 75-551,927. PUB. 11-28-2000. FILED 9-11-1998. 

2,429,170. NEXT GENERATION GLOVES. CYPRESS MED- 
ICAL PRODUCTS, L.P., (U.S. CLS. 26, 39 AND 44). SN 
75-591 ,628. PUB. 11-28-2000. FILED 11-19-1998. 

2,429,190. SOMATOM PLUs 4. SIEMENS AKTIENGESELL- 
SCHAFT, (U.S. CLS. 26, 39 AND 44). SN 75-614,249. PUB. 
11-28-2000. FILED 12-30-1998. 

2,429,225 (See Class 5 for this trademark). 

2,429,254. FRED. BRUKER MEDICAL S.A.. (U.S. CLS. 26, 39 
AND 44). SN 75-673,128. PUB. 8-1-2000. FILED 3-30-1999 

2,429,255. LASERSIGHT. LASERSIGHT TECHNOLOGIES, INC., 
(U.S. CLS. 26, 39 AND 44). SN 75-673,246. PUB. 11-28-2000. 
FILED 3-26-1999 

2,429,330. MINIPRO. WELLNESS INNOVATIONS CORP., (U.S. 
CLS. 26, 39 AND 44). SN 75-725,663. PUB. 11-28-2000. FILED 
6-9-1999. 

2,429,371. PUCK TEETH. BILLY BOB TEETH, INC., (U.S. CLS 
26, 39 AND 44). SN 75-744,006. PUB. 11-28-2000. FILED 
7-6-1999. 

2,429,387. SUN-A-LUX. BOLTA, CHARLES, (U.S. CLS. 26, 39 
AND 44). SN 75-751,169. PUB. 11-28-2000. FILED 7-15-1999. 

2,429,415. ARZOL. HOLLISTER, WILLIAM H., (U.S. CLS. 26, 
39 AND 44). SN 75-764,835. PUB. 11-28-2000. FILED 
7-30-1999. 

2,429,504. DHD HEALTHCARE. DHD HEALTHCARE COR- 
PORATION, MULTIPLE CLASS, (INT. CLS. 10 AND 40), (U.S. 
CLS. 26, 39, 44, 100, 103 AND 106). SN 75-800,750. PUB. 
11-28-2000. FILED 9-16-1999. 

2,429,637. ELECTRONIC HOUSECALL. CYBERCARE, INC., 
(U.S. CLS. 26, 39 AND 44). SN 75-854,066. PUB. 11-28-2000. 
FILED 11-19-1999. 

2,429,638. CYBERCARE. CYBERCARE, INC., (U.S. CLS. 26, 39 
AND 44). SN 75-854,133. PUB. 11-28-2000. FILED 11-19-1999. 

2,429,666. COMPANION. ABBOTT LABORATORIES, (U5. 
CLS. 26, 39 AND 44). SN 75-868,378. PUB. 8-15-2000. FILED 
12-10-1999. 

2,429,676 (See Class 9 for this trademark). 

2,429,820. BODY PILLO. HELEN OF TROY TEXAS CORPORA- 
TION, (U.S. CLS. 26, 39 AND 44). SN 75-918,407. PUB. 
11-28-2000. FILED 2-16-2000. 

2,429,821. BODY PILLO ULTRA. HELEN OF TROY TEXAS 
CORPORATION, (U.S. CLS. 26, 39 AND 44). SN 75-918,416 
PUB. 11-28-2000. FILED 2-16-2000. 

2,429,888. RUBBER DUCKY. FINLEY, LISHA, (U.S. CLS. 26, 
39 AND 44). SN 75-927,773. PUB. 11-28-2000. FILED 
2-22-2000. 

2,429,899. MACCU. PACIFIC’ ENVIRONMENTAI, SYSTEMS, 
(U.S. CLS. 26, 39 AND 44). SN 75-929,512. PUB. 11-28-2000 
FILED 2-28-2000. 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


2,429,026 (See Class 7 for this trademark). 

2.429,124 (See Class | for this trademark). 

2.429.165. FANTRAXX. LEADER FAN INDUSTRIES LIMITED, 
(U.S. CLS. 13, 21, 23, 31 AND 34). SN 75-586,902. PUB 
11-28-2000. FILED 11-12-1998. 
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2,429,182 (See Class 6 for this trademark). 

2,429,215 (See Class 9 for this trademark). 

2,429,281 (See Class 6 for this trademark). 

2,429,293. MOISTURE PLUS. GARLAND COMMERCIAL IN- 
DUSTRIES, INC., (U.S. CLS. 13, 21, 23, 31 AND 34). SN 
75-702,431. PUB. 11-28-2000. FILED 5-11-1999. 

2,429,325 (See Class 7 for this trademark). 

2,429,449. THE GARDEN BUTLER (STYLIZED). BUTLER, 
JAMES, (U.S. CLS. 13, 21, 23, 31 AND 34). SN 75-782,658. 
PUB. 11-28-2000. FILED 8-23-1999. 

2,429,502 (See Class 6 for this trademark). 

2,429,757 (See Class 6 for this trademark). 

2.429.794. UTOPIA POOLS AFT ADVANCED FILTRATION 
TECHNOLOGY AND DESIGN. POOL FACT, INC., (U.S. CLS. 
13, 21, 23, 31 AND 34). SN 75-909,350. PUB. 11-28-2000. 
FILED 2-2-2000. 

2,429,825 (See Class 9 for this trademark). 

2,429,860. MICRO-FLOW. THERMALEX, INC., (U.S. CLS. 13, 
21, 23, 31 AND 34). SN 75-924,179. PUB. 11-28-2000. FILED 
2-22-2000. 

2,429,912. INNOVATION PURE AND SIMPLE. HAMMONDS 
TECHNICAL SERVICES, INC., (U.S. CLS. 13, 21, 23, 31 AND 
34). SN 75-933,229. PUB. 11-28-2000. FILED 3-2-2000 

2,429,915. HI-FIVE. PACER PERFORMANCE PRODUCTS, INC., 
(U.S. CLS. 13, 21, 23, 31 AND 34). SN 75-933,751. PUB 
11-28-2000. FILED 3-2-2000. 


CLASS 12—VEHICLES 


2,429,101 (See Class 7 for this trademark). 

2.429.120. PAK RAT. BIOMADE PLASTICS, INC., (U.S. CLS. 
19, 21, 23, 31, 35 AND 44). SN 75-537,028. PUB. 7-20-1999. 
FILED 8-17-1998. 

2,429,124 (See Class | for this trademark). 

2,429,167 (See Class 6 for this trademark). 

2,429,215 (See Class 9 for this trademark). 

2,429,272 (See Class 7 for this trademark). 

2,429,342. MID BUS AND DESIGN. COLLINS INDUSTRIES, 
INC., (U.S. CLS. 19, 21, 23, 31, 35 AND 44). SN 75-731,398. 
PUB. 10-10-2000. FILED 6-24-1999. 

2,429,460. EST (STYLIZED). HANNES WETTSTEIN 9D DE- 
SIGN, (U.S. CLS. 19, 21, 23, 31, 35 AND 44). SN 75-787,908. 
PUB. 11-28-2000. FILED 8-30-1999. 

2,429,481. MONT BLANC. MONT BLANC INDUSTRI AB, (U.S. 
CLS. 19, 21, 23, 31, 35 AND 44). SN 75-793,228. PUB. 
11-28-2000. FILED 9-7-1999. 

2,429,502 (See Class 6 for this trademark). 

2,429,639 (See Class 7 for this trademark). 

2,429,939. BODY GEOMETRY. SPECIALIZED BICYCLE COM- 
PONENTS, INC., (U.S. CLS. 19, 21, 23, 31, 35 AND 44). SN 
75-938,185. PUB. 11-28-2000. FILED 3-7-2000. 


CLASS 14—JEWELRY 


2,429,066. SPINK. SPINK HOLDINGS LIMITED, (U.S. CLS. 2, 
27, 28 AND 50). SN 75-433,341. PUB. 11-28-2000. FILED 
2-12-1998. 

2,429,074 (See Class 9 for this trademark). 

2,429,162 (See Class 6 for this trademark). 

2,429,208. THE SILVER WEB AND DESIGN. GIRSHICK, RA- 
CHEL, DBA THE SILVER WEB, (U.S. CLS. 2, 27, 28 AND 
50). SN 75-632,014. PUB. 11-28-2000. FILED 2-2-1999 

2,429,218 (See Class 3 for this trademark). 

2,429,335. ACCURATE SYMPHONY. DIMENSION TRADING. 
INC., (U.S. CLS. 2, 27, 28 AND 50). SN 75—728,971. PUB. 
11-28-2000. FILED 9-20-1999. 

2,429,509. TIAGO. DESCO VON SCHULTHESS AG, (U.S. CLS. 
2, 27, 28 AND 50). SN 75-801,273. PUB. 11-28-2000. FILED 
9-16-1999. 

2,429,534. MISCELLANEOUS DESIGN. CHRISTIAN AND MIS- 
SIONARY ALLIANCE, THE, (U.S. CLS. 2, 27, 28 AND 50) 
SN 75-810,805. PUB. 11-28-2000. FILED 9-29-1999. 
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2,429,601. THOMAS PINK. THOMAS PINK LIMITED, MUL- 
TIPLE CLASS, (INT. CLS. 14, 18, 21, 24, 25, 26 AND 35), 
WE. CGABRLLLBRBABAAA BRHF DB 
40, 41, 42, 50, 100, 101 AND 102). SN 75-836,974. PUB. 
10-31-2000. FILED 11-1-1999. 

2,429,683. PEMBROOKE (STYLIZED). GOLDEN STATE IM- 
PORTS INTERNATIONAL, DBA GOLDEN STATE INTER- 
NATIONAL, (U.S. CLS. 2, 27, 28 AND 50). SN 75-876,980. 
PUB. 11-28-2000. FILED 12-22-1999. 

2,429,687. SHR AND DESIGN. S.H.R., INC., (U.S. CLS. 2, 27, 
28 AND 50). SN 75-878,779. PUB. 11-28-2000. FILED 
12-23-1999. 

2,429,963. PSCL. PETER STONE COMPANY, LTD, (U.S. CLS. 
2, 27, 28 AND 50). SN 75-960,359. PUB. 11-28-2000. FILED 
3-15-2000. 

2,430,008 (See Class 9 for this trademark). 

2,430,023. ZACK’S. SANOY INCORPORATED, DBA MADE- 
MOISELLE DE PARIS, (U.S. CLS. 2, 27, 28 AND 50). SN 
76-015,042. PUB. 11-28-2000. FILED 3-31-2000. 

2,430,041. ROCHELLE BEHAR. BEHAR, ROCHELLE, (US. 
CLS. 2, 27, 28 AND 50). SN 76-018,267. PUB. 11-28-2000. 
FILED 4-6-2000. 

2,430,052. TRUVSENSOR. APA OPTICS, INC., (U.S. CLS. 2, 27, 
28 AND 50). SN 76-021,813. PUB. 11-28-2000. FILED 
4-7-2000. 

2,430,057. NOURBEL. NOURBEL GENEVA S.A., (U.S. CLS. 2, 
27, 28 AND 50). SN 76-022,666. PUB. 11-28-2000. FILED 
4-11-2000. 

2,430,097. COLLEEN TOLAND. TOLAND, COLLEEN M., (U.S. 
CLS. 2, 27, 28 AND 50). SN 76-030,820. PUB. 11-28-2000. 
FILED 4-20-2000. 

2,430,104. INTERACT CLUB AND DESIGN. ROTARY INTER- 
NATIONAL, (U.S. CLS. 2, 27, 28 AND 50). SN 76-032,962. 
PUB. 11-28-2000. FILED 4-24-2000. 


CLASS 15—MUSICAL INSTRUMENTS 


2,429,051. GOTTA HAVE IT! COLLECTIBLES. GOTTA HAVE 
IT! COLLECTIBLES, INC., MULTIPLE CLASS, (INT. CLS. 15, 
16, 25 AND 28), (U.S. CLS. 2, 5, 21, 22, 23, 29, 36, 37, 38, 
39 AND 50). SN 75-367,226. PUB. 11-28-2000. FILED 
10-2-1997. 

2,429,124 (See Class / for this trademark). 

2,429,236 (See Class 9 for this trademark). 

2,429,609. BROWNSVILLE NEW YORK (STYLIZED). SAM 
ASH MUSIC CORPORATION, (U.S. CLS. 2, 21 AND 36). SN 
75-840,664. PUB. 11-28-2000. FILED 11-3-1999. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


2,429,023. PRIME HEALTH & FITNESS. WEIDER HEALTH 
AND FITNESS, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
SN 75-004,971. PUB. 11-5—1996. FILED 10-12-1995. 

2,429,036. MISCELLANEOUS DESIGN. HUNT, DARWIN P.. 
AND HUNT, SALLIE S., MULTIPLE CLASS, (INT. CLS. 16 
AND 42), (U.S. CLS. 2, 5, 22, 23, 29, 37, 38, 56, 100 AND 
101). SN 75-239,050. PUB. 11-28-2000. FILED 2-10-1997. 

2,429,037. PIPELINE. W. R. WHITE COMPANY, (U.S. CLS. 2, 
5, 22, 23, 29, 37, 38 AND 50). SN 75-261,952. PUB. 11-28-2000. 
FILED 3-24-1997. 

2,429,038. ABOUT MY FATHER’S BUSINESS. LINDSEY, BAR- 
BARA C., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-270,443. PUB. 11-28-2000. FILED 4-7-1997. 

2,429,051 (See Class 15 for this trademark). 

2,429,053 (See Class 9 for this trademark). 

2,429,074 (See Class 9 for this trademark). 

2,429,103. ADVANCE FOR OCCUPATIONAL THERAPY 
PRACTITIONERS. MERION PUBLICATIONS, INC., (U.S. CLS. 
2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-516,373. PUB. 
11-28-2000. FILED 7-9-1998. 





FEB 20, 2001 


2,429,109. PLAYMORE WALDMAN AND DESIGN. 
WALDMAN PUBLISHING CORP.. AND PLAYMORE INC., 
PUBLISHERS, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
SN 75-523,173. PUB. 11-28-2000. FILED 7-22-1998. 

2,429,155 (See Class 9 for this trademark). 

2,429,156 (See Class 6 for this trademark). 

2,429,159 (See Class 9 for this trademark). 

2,429,162 (See Class 6 for this trademark). 

2,429,185. J.P.DOODLES (STYLIZED). MCWILLIAMS, BARRY 
WAYNE, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-607,340. PUB. 11-28-2000. FILED 12-27-1998. 

2,429,192. 21 AND DESIGN. ‘21° CLUB, INC., MULTIPLE 
CLASS, (INT. CLS. 16, 18, 20, 21, 25, 34 AND 42), (U.S. CLS. 
LARREG DH HH. BR BA me. oe B,. 5. oH 
39, 40, 41, 50, 100 AND 101). SN 75-616,235. PUB. 11-28-2000. 
FILED 1-6-1999. 

2,429,196. WOMEN IN THE ARTS. NATIONAL MUSEUM OF 
WOMEN IN THE ARTS, THE, (U.S. CLS. 2, 5, 22, 23, 29, 
37, 38 AND 50). SN 75-619,890. PUB. 11-28-2000. FILED 
1-12-1999. 

2.429.199. ROBIN MAGUIRE. MAGUIRE, ROBIN, (U.S. CLS 
2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-621,546. PUB. 
11-28-2000. FILED 1-13-1999. 

2.429.201. LIFE ON THE EDGE. JAMES DOBSON, INC., (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-622,741. PUB. 
11-28-2000. FILED 1-19-1999. 

2,429,222. MISSION INDIVIDUALITY. DAIMLERCHRYSLER 
AG, MULTIPLE CLASS, (INT. CLS. 16, 35 AND 42), (US 
CLS. 2, 5, 22, 23, 29, 37, 38, 50, 100, 101 AND 102). SN 
75-642,684. PUB. 11-28-2000. FILED 2-18-1999. 

2,429,228. SYSTEM9 AND DESIGN. S.S.C. A/S, (U.S. CLS. 2, 
5, 22, 23, 29, 37, 38 AND 50). SN 75-647,075. PUB. 11-28-2000. 
FILED 2-24-1999 

2,429,238 (See Class 9 for this trademark). 

2,429,253. STAR MOVER. CANTAR/POLYAIR INC., (U.S. CLS. 
2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-671,392. PUB. 
11-28-2000. FILED 3-30-1999. 

2.429.291. ALLSPORT CONCEPTS AND DESIGN. ALLSPORT 
PHOTOGRAPHY USA, INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). SN 75-701.667. PUB. 11-28-2000. FILED 
5-10-1999 

2,429,296. MERRYBRITE. CVS VANGUARD, INC., MULTIPLE 
CLASS, (INT. CLS. 16, 20, 21 AND 28), (U.S. CLS. 2, 5, 13, 
22, 23, 25, 29, 30, 32, 33, 37, 38, 40 AND 50). SN 75-703,700. 
PUB. 11-28-2000. FILED 5-12-1999. 

2,429,305 (See Class 9 for this trademark). 

2,429,311. SAILOR JERRY. SAILOR JERRY LIMITED, (US. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-716,130. PUB. 
11-28-2000. FILED 5—24—1999. 

2,429,316 (See Class ¥ for this trademark). 

2,429,327. CAMELOT. CHAMPION INTERNATIONAL COR- 
PORATION, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-722,652. PUB. 11-28-2000. FILED 6-4-1999. 

2,429,347. SLE CPL AND DESIGN. SOLE - THE INTER- 
NATIONAL SOCIETY OF LOGISTICS, MULTIPLE CLASS. 
(INT. CLS. 16 AND 42), (U.S. CLS. 2, 5, 22, 23, 29, 37, 38, 
50, 100 AND 101). SN 75—732,788. PUB. 11-28-2000. FILED 
6-21-1999. 

2,429,360. CLONTECHNIQUES. CLONTECH LABORATORIES, 
INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-740.806. PUB. 11-28-2000. FILED 6-30-1999. 

2,429,368 (See Class 9 for this trademark). 

2,429,369 (See Class 9 for this trademark). 

2,429,374 (See Class 9 for this trademark). 

2,429,391. INTERNATIONAL TREASURER AND DESIGN. 
EVANS & BIEBER, INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). SN 75-752.282. PUB. 11-28-2000. FILED 7-15-1999 

2,429,416. CORE MAP AND DESIGN. PEAK POTENTIALS, 
INC., MULTIPLE CLASS, (INT. CLS. 16 AND 41), (U.S. CLS. 
2, 5, 22, 23, 29, 37, 38, 50, 100, 101 AND 107). SN 75-765,092. 
PUB. 11-28-2000. FILED 8-23-1999. 

2,429,442. BOARDWALK AND DESIGN. SWEET PAPER 
SALES CORP., DBA BETA PACKAGING GROUP, (U.S. CLS. 
2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-776,192. PUB. 
11-28-2000. FILED 8-14-1999. 

2,429,450. MARSLINK. PLANETARY SOCIETY, THE, (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-784,251. PUB. 
11-28-2000. FILED 8-25-1999. 
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2,429,457. THE SMOKE RISE CLUB. SMOKE RISE CLUB, 
THE, MULTIPLE CLASS, (INT. CLS. 16, 35 AND 41), (US. 
CLS. 2, 5, 22, 23, 29, 37, 38, 50, 100, 101, 102 AND 107). 
SN 75—786,563. PUB. 11-28-2000. FILED 8-27-1999. 

2,429,459. FE IRON DISORDERS INSTITUTE A COMMON 
GROUND RESOURCE CENTER FOR IRON RELATED DIS- 
EASE AND DESIGN. IRON DISORDERS INSTITUTE, INC., 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-786,871. 
PUB. 11-28-2000. FILED 8-27-1999. 

2,429,475. THE SPIRIT OF LEARNING. SOUTH WIND, INC., 
MULTIPLE CLASS, (INT. CLS. 16 AND 41), (U.S. CLS. 2, 
5, 22, 23, 29, 37, 38, 50, 100, 101 AND 107). SN 75-791,823. 
PUB. 11-28-2000. FILED 9-3-1999. 

2,429,476. THE WAY OF EASE. SOUTH WIND, INC., MUL- 
TIPLE CLASS, (INT. CLS. 16 AND 41), (U.S. CLS. 2, 5, 22, 
23, 29, 37, 38, 50, 100, 101 AND 107). SN 75-791,824. PUB. 
11-28-2000. FILED 9-3-1999. 

2,429,478. PHYSICIAN’S DRUG HANDBOOK. SPRINGHOUSE 
CORPORATION, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
SN 75-791,980. PUB. 11-28-2000. FILED 9-2-1999. 

2,429,482. APMA LEGAL & EDUCATION FOUNDATION 
(STYLIZED). APMA LEGAL & EDUCATION FOUNDATION, 
MULTIPLE CLASS, (INT. CLS. 16, 41 AND 42), (U.S. CLS 
2, 5, 22, 23, 29, 37, 38, 50, 100, 101 AND 107). SN 75-793,752 
PUB. 11-28-2000. FILED 9-8-1999. 

2,429,489. CHORD A DAY. WABASH PARTNERS LLP, (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-794,921. PUB. 
11-28-2000. FILED 9-9-1999. 

2,429,494. ADVERTISING THAT STICKS. WEST TAPE & 
LABEL COMPANY, INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). SN 75-797,352. PUB. 11-28-2000. FILED 9-13-1999. 

2,429,496. PROJECTFRAMEWORK. ESI INTERNATIONAL, 
MULTIPLE CLASS, (INT. CLS. 16 AND 35), (U.S. CLS. 2, 
5, 22, 23, 29, 37, 38, 50, 100, 101 AND 102). SN 75-798,010. 
PUB. 11-28-2000. FILED 9-13-1999. 

2.429.505. ADSTICK. WEST TAPE & LABEL COMPANY, INC., 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-800,810. 
PUB. 11-28-2000. FILED 9-16-1999. 

2,429,507 (See Class 9 for this trademark). 

2,429,511. THE ART GROUP AND DESIGN. ART GROUP LIM- 
ITED, THE, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-801,521. PUB. 11-28-2000. FILED 9-17-1999. 

2,429,512. MEN AS PARTNERS. AVSC INTERNATIONAL, 
MULTIPLE CLASS, (INT. CLS. 16 AND 42), (U.S. CLS. 2, 
5, 22, 23, 29, 37, 38, 50, 100 AND 101). SN 75-801,784. PUB. 
11-28-2000. FILED 9-17-1999. 

2,429,545 (See Class 9 for this trademark). 

2,429,548. PQI. ROHM AND HAAS COMPANY, MULTIPLE 
CLASS, (INT. CLS. 16 AND 41), (U.S. CLS. 2, 5, 22, 23, 29, 
37, 38, 50, 100, 101 AND 107). SN 75-817.274. PUB. 
11-28-2000. FILED 10-7-1999. 

2,429,605. MAXIMA. PENTECH INTERNATIONAL INC., (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-839,026. PUB. 
11-28-2000. FILED 11-4-1999. 

2.429.631. PRAIRIE EARTH AND DESIGN. KARASEK, CARO- 
LYN, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-851,818. PUB. 11-28-2000. FILED 11-18-1999. 

2,429,650. TNI TRADE NEWS INTERNATIONAL. INC. 
(STYLIZED). TRADE NEWS INTERNATIONAL, INC., (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-860,605. PUB 
11-28-2000. FILED 11-29-1999. 

2,429,651. DOLL CRAFTER. SCOTT ADVERTISING AND PUB- 
LISHING CO., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50) 
SN 75-861,620. PUB. 11-28-2000. FILED 12-1—1999. 

2.429.663. SHERLOCK INK. SHERLOCK INK, (U.S. CLS. 2. 
5, 22, 23, 29, 37, 38 AND 50). SN 75-867,505. PUB. 11-28-2000. 
FILED 12-9-1999. 

2,429,667. DISCOVER THE ORGAN. WAYNE LEUPOLD EDI- 
TIONS, INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
SN 75-869,048. PUB. 11-28-2000. FILED 12-11-1999. 

2.429.688. WATERCREEK FEATURE SYNDICATE AND DE- 
SIGN. OSBORNE, STUART LANE. (U.S. CLS. 2, 5, 22, 23. 
29, 37, 38 AND 50). SN 75-879,525. PUB. 11-28-2000. FILED 
12-28-1999. 

2,429,689 (See Class 9 for this trademark). 

2,429,700. FMI NEWSLETTER. PENNWELL CORPORATION, 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-884,987. 
PUB. 11-28-2000. FILED 1-3-2000. 
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2,429,720. DNR NEXT. FAIRCHILD PUBLICATIONS, INC., (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-888,419. PUB. 
11-28-2000. FILED 1-6-2000. 

2,429,743. THE SINGING VIOLIN. SINGING STRINGS PRESS, 
THE, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-895,556. PUB. 11-28-2000. FILED 1-15-2000. 

2,429,745. VO 21ST CENTURY GRAPHIC COMMUNICA- 
TIONS (STYLIZED). REED ELSEVIER PROPERTIES INC., 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-896,743. 
PUB. 11-28-2000. FILED 1-14-2000. 

2,429,755. PLATINUM CLUBS. JOHN SIBBALD ASSOCIATES, 
INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-899,411. PUB. 11-28-2000. FILED 1-19-2000. 

2,429,771. SOUTHWEST PHILLY REVIEW. REVIEW PUB- 
LISHING LIMITED PARTNERSHIP, (U.S. CLS. 2, 5, 22, 23, 
29, 37, 38 AND 50). SN 75-903,802. PUB. 11-28-2000 FILED 
1-27-2000. 

2.429.777. LEARN TO LEAD (STYLIZED). ANDERSON, 
DAVE, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-906,908. PUB. 11-28-2000. FILED 1-22-2000. 

2,429,783. K AND DESIGN. KAPAK CORPORATION, (U.S. CLS. 
2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-907,431. PUB. 
11-28-2000. FILED 2-1-2000. 

2,429,822 (See Class 9 for this trademark). 

2,429,831. TAROT: WITCH OF THE BLACK ROSE. BALENT, 
JIM, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-920,377 
PUB. 11-28-2000. FILED 2-5-2000. 

2,429,855. LIVE WIRE. STANDEX INTERNATIONAL COR- 
PORATION, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-923,501. PUB. 11-28-2000. FILED 2-19-2000. 

2,429,858. MONTAGE VERITE (STYLIZED). JIM JOHNSON 
PHOTOGRAPHY, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
SN 75-923,734. PUB. 11-28-2000. FILED 2-19-2000. 

2,429,883. DSGN. SHEARER, DAVID, (U.S. CLS. 2, 5, 22, 23, 
29, 37, 38 AND 50). SN 75-927,026. PUB. 11-28-2000. FILED 
2-22-2000. 

2,429,900. AT THE HEART OF COMMUNICATION. GIL- 
LETTE COMPANY, THE, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). SN 75-929,699. PUB. 11-28-2000. FILED 2-16-2000. 

2,429,906. MISCELLANEOUS DESIGN. QWEST COMMUNICA- 
TIONS INTERNATIONAL INC., BY MERGER U S WEST, INC.., 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-931,123. 
PUB. 11-28-2000. FILED 2-29-2000. 

2,429,910. THE SPEAKER SPECIALIST. BRITANNIA INVEST- 
MENT CORPORATION, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). SN 75-932,159. PUB. 11-28-2000. FILED 3-2-2000. 

2,429,913. TECHNO TRAIN. JELD-WEN, INC., (U.S. CLS. 2, 
5, 22, 23, 29, 37, 38 AND 50). SN 75-933,394. PUB. 11-28-2000. 
FILED 3-2-2000. 

2,429.918. SAINT CHARLES MAGAZINE FOR GRACIOUS 
LIVING (STYLIZED). DND COMMUNICATIONS, L.L.C., (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-934,326. PUB. 
11-28-2000. FILED 3-3-2000. 

2,429,919. IDEA-BYTES.COM FAST FOOD FOR HUNGRY 
MINDS AND DESIGN. IDEABYTES, LTD., (U.S. CLS. 2, 5, 
22, 23, 29, 37, 38 AND 50). SN 75-934.516. PUB. 11-28-2000 
FILED 3-2-2000. 

2.429.925. UPWARD. GRAND CENTRAL NEIGHBORHOOD SO- 
CIAL SERVICES CORPORATION, (U.S. CLS. 2, 5, 22, 23, 29, 
37, 38 AND 50). SN 75-936,065. PUB. 11-28-2000. FILED 
3-6-2000. 

2,429,929 (See Class 9 for this trademark). 

2,429,936. TEAM WORKS AND DESIGN. NORTHWESTERN 
CORPORATION, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
SN 75-937,320. PUB. 11-28-2000. FILED 3-7-2000. 

2,429,948. SAIL AWAY. MURPHY, BRENDA K., (U.S. CLS. 2, 
5, 22, 23, 29, 37, 38 AND 50). SN 75-941,710. PUB. 11-28-2000. 
FILED 3-10-2000. 

2,429,951. PURE. MACMILLAN USA, INC., (U.S. CLS. 2, 5, 22, 
23, 29, 37, 38 AND 50). SN 75-942,164. PUB. 11-28-2000. 
FILED 3-13-2000. 

2,429,956. COACH’S GAMEPLAN. MUNN, JOHN L., (U.S. CLS. 
2. 5, 22, 23, 29, 37, 38 AND 50). SN 75-943,143. PUB. 
11-28-2000. FILED 3-14-2000. 

2,429,971. THE UNITED STATES POLICE K-9 ASSOCIA- 
TION, INC. AND DESIGN. UNITED STATES POLICE CANINE 
ASSOCIATION, INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). SN 76-001,147. PUB. 11-28-2000. FILED 3-16-2000. 
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2,429,972. CANINE COURIER. UNITED STATES POLICE CA- 
NINE ASSOCIATION, INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). SN 76—001,148. PUB. 11-28-2000. FILED 
3-16-2000. 

2,429,986. HQ ACB. SONOCO PRODUCTS COMPANY, (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 76-006,201. PUB. 
11-28-2000. FILED 3-21-2000. 

2,429,987. MISCELLANEOUS DESIGN. CREATIVE JOYS, INC., 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 76-006,476. 
PUB. 11-28-2000. FILED 3-22-2000. 

2,429,994. NAMES AND MORE. MILLER, MAX L., JR., AND 
MILLER, DARLENE J., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). SN 76-008,331. PUB. 11-28-2000. FILED 3-22-2000. 

2,430,000. PENSHAR. PENSHAR L.L.C., (U.S. CLS. 2, 5, 22, 
23, 29, 37, 38 AND 50). SN 76-009,754. PUB. 11-28-2000. 
FILED 3-27-2000. 

2,430,007. HOME DEC IN A SEC. SAMPSON, SUSAN M., (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 76-010,853. PUB. 
11-28-2000. FILED 3-28-2000. 

2,430,008 (See Class 9 for this trademark). 

2,430,009. JUICED! AND DESIGN. VIRGO PUBLISHING, INC., 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 76-011,625 
PUB. 11-28-2000. FILED 3-28-2000. 

2,430,010. SYMTALK. SYMTALK, INC., MULTIPLE CLASS, 
(INT. CLS. 16 AND 28), (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). SN 76-011,759. PUB. 11-28-2000. FILED 3-24-2000. 

2,430,011. PEOPLE & PLACES TRAVEL CLUB. RIDGEWOOD 
SAVINGS BANK, MULTIPLE CLASS, (INT. CLS. 16 AND 39), 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38, 50, 100 AND 105). SN 
76-011,765. PUB. 11-28-2000. FILED 3-24-2000. 

2,430,015. EVERYDAY LEARNING AND DESIGN. EVERY- 
DAY LEARNING CORPORATION, (U.S. CLS. 2, 5, 22, 23, 29, 
37, 38 AND 50). SN 76—013,063. PUB. 11-28-2000. FILED 
3-30-2000. 

2,430,018. REDWALL. REDWALL ABBEY CO. LTD., THE, 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 76-013,581. 
PUB. 11-28-2000. FILED 3-30-2000. 

2,430,037. UNSIGNED HYPE. SOURCE ENTERPRISES, INC., 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 76-017,717. 
PUB. 11-28-2000. FILED 4-5-2000. 

2,430,039. FOR PEOPLE WITH A PASSION FOR PETS. HAR- 
OLD PUBLICATIONS, INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). SN 76-017,725. PUB. 11-28-2000. FILED 
3-29-2000. 

2,430,054. SPORTS ILLUSTRATED FOR KIDS ALL-STAR 
CLUB. TIME INC., MULTIPLE CLASS, (INT. CLS. 16 AND 
35), (U.S. CLS. 2, 5, 22, 23, 29, 37, 38, 50, 100, 101 AND 
102). SN 76-022,097. PUB. 11-28-2000. FILED 4—10~2000. 

2,430,073. HOT AND DESIGN. RCP SERVICES, INC., MUL- 
TIPLE CLASS, (INT. CLS. 16 AND 38), (U.S. CLS. 2, 5, 22, 
23, 29, 37, 38, 50, 100, 101 AND 104). SN 76-024,477. PUB. 
11-28-2000. FILED 4-13-2000. 

2,430,120. TOMORROW’S WORLD. LIVING CHURCH OF 
GOD, MULTIPLE CLASS, (INT. CLS. 16 AND 41), (U.S. CLS. 
2, 5, 22, 23, 29, 37, 38, 50, 100, 101 AND 107). SN 78-000,787. 
PUB. 11-28-2000. FILED 3-23-2000. 


CLASS 17—RUBBER GOODS 


2,429,124 (See Class | for this trademark). 

2,429,156 (See Class 6 for this trademark). 

2,429,180. ENDURO. EIGHTH MILIEU NOMINEES PTY. LTD., 
(U.S. CLS. 1, 5, 12, 13, 35 AND 50). SN 75-603,464. PUB. 
11-28-2000. FILED 10-19-1999. 

2,429,281 (See Class 6 for this trademark). 

2,429,367. CELLOPLUS. UCB SOCIETE ANONYME, (U.S. CLS. 
1, 5, 12, 13, 35 AND 50). SN 75-742,716. PUB. 11-28-2000. 
FILED 7-1-1999. 

2,429,423 (See Class | for this trademark). 

2,429,490. MACFLEET. MORGAN ADHESIVES COMPANY, 
(U.S. CLS. 1, 5, 12, 13, 35 AND 50). SN 75-794,996. PUB. 
11-28-2000. FILED 9-9-1999. 

2,429,502 (See Class 6 for this trademark). 

2,429,615. SUPERCUBE II. GUARDIAN FIBERGLASS, INC., 
(U.S. CLS. 1, 5, 12, 13, 35 AND ,S0). SN 75-843,247. PUB. 
10-10-2000. FILED 1 1-8-1999. 
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2,429,853. ACOUSTI-LINE. UNITED MCGILL CORPORATION, 
(U.S. CLS. 1, 5, 12, 13, 35 AND 50). SN 75-923,381. PUB. 
11-28-2000. FILED 2-22-2000. 


CLASS 18—LEATHER GOODS 


2,429,029. BEAR U.S.A., INC. BEAR U.S.A., INC., MULTIPLE 
CLASS, (INT. CLS. 18 AND 25), (U.S. CLS. 1, 2, 3, 22, 39 
AND 41). SN 75-063,343. PUB. 8-1-2000. FILED 2-26-1996. 

2,429,074 (See Class 9 for this trademark). 

2,429,084. OBEDIENCE LINKS. PICCIUTO, KENNETH, DBA 
KENNETH PICCIUTO’S SCHOOL FOR DOGS, (U.S. CLS. 1, 
2, 3, 22 AND 41). SN 75-476,577. PUB. 11-28-2000. FILED 
4-29-1998. 

2,429,162 (See Class 6 for this trademark). 

2,429,192 (See Class 16 for this trademark). 

2,429,218 (See Class 3 for this trademark). 

2,429,265. FOR THE CHILDREN AND DESIGN. DR. LAURA 
SCHLESSINGER FOUNDATION, MULTIPLE CLASS, (INT. 
CLS. 18, 21, 28 AND 42), (U.S. CLS. 1, 2, 3, 13, 22, 23, 29, 
30, 33, 38, 40, 41, 50, 100 AND 101). SN 75-681,561. PUB. 
11-28-2000. FILED 10-30-1999. 

2,429,305 (See Class 9 for this trademark). 

2,429,423 (See Class | for this trademark). 

2,429,453. PAT. INDUSTRIA DE MERCADEO, S.A., MULTIPLE 
CLASS, (INT. CLS. 18 AND 25), (U.S. CLS. 1, 2, 3, 22, 39 
AND 41). SN 75-784,615. PUB. 11-28-2000. FILED 8-25-1999. 

2,429,601 (See Class 14 for this trademark). 

2,429,815. OAKVILLE GROCERY AND DESIGN. OAKVILLE 
GROCERY CORPORATION, MULTIPLE CLASS, (INT. CLS. 18, 
21, 24, 25, 29, 30 AND 33), (U.S. CLS. 1, 2, 3, 13, 22, 23, 
29, 30, 33, 39, 40, 41, 42, 46, 47, 49 AND 50). SN 75-917,118. 
PUB. 11-28-2000. FILED 2-12-2000. 

2,430,051. MILK FED. MILK FED CORP., (U.S. CLS. 1, 
22 AND 41). SN 76-021,565. PUB. 
4-10-2000. 

2,430,098. DERESTIVO (STYLIZED). 
(US. CLS. 1. 2, 3, 2 AND 4). 
11-28-2000. FILED 4-21-2000. 


2, 3, 
11-28-2000. FILED 


RESTIVO, DANIELA, 
SN 76-031,007. PUB. 


CLASS 19—NON-METALLIC BUILDING 
MATERIALS 


2,429,167 (See Class 6 for this trademark). 

2,429,377. ARMOROC AND DESIGN. AGGREGATE INDUS- 
TRIES (UK) LIMITED, (U.S. CLS. 1, 12, 33 AND 50). SN 
75-747,717. PUB. 11-28-2000. FILED 7-12-1999. 

2,429,395. COVER IT WITH ASPHALT (STYLIZED). E. 
STEWART MITCHELL, MULTIPLE CLASS, (INT. CLS. 19 AND 
37), (U.S. CLS. 1, 12, 33, 50, 100, 103 AND 106). SN 75-754,644. 
PUB. 10—3-2000. FILED 7-19-1999. 

2,429,423 (See Class | for this trademark). 

2,429,642. BONNAVILLA AND DESIGN. CHIEF INDUSTRIES, 
INC., (U.S. CLS. 1, 12, 33 AND 50). SN 75-858,238. PUB. 
8-1-2000. FILED 11-26-1999. 

2,429,647. CORINTHIAN. CORINTHIAN INDUSTRIES (HOLD- 
INGS) PTY LIMITED, (U.S. CLS. 1, 12, 33 AND 50). SN 
75-859,873. PUB. 11-28-2000. FILED 11-29-1999 

2,429,757 (See Class 6 for this trademark). 

2,429,911. PEST DEFENSE. CENTEX CORPORATION, (U.S. 
CLS. 1, 12, 33 AND 50). SN 75-932,416. PUB. 11-28-2000 
FILED 3-1-2000. 

2.430.017. SANTA CRUZ. STREULI SALES, INC., (U.S. CLS. 
1, 12, 33 AND 50). SN 76-013,575. PUB. 11-28-2000. FILED 
3-30-2000. 

2,430,127. EVERNEW. CERTAINTEED CORPORATION, (U.S. 
CLS. 1, 12, 33 AND 50). SN 78-004,123. PUB. 11-28-2000. 
FILED 4-14-2000. 
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CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


2,429,124 (See Class | for this trademark). 

2,429,162 (See Class 6 for this trademark). 

2,429,192 (See Class 16 for this trademark). 

2,429,281 (See Class 6 for this trademark). 

2,429,296 (See Class 16 for this trademark). 

2,429,300. MISCELLANEOUS DESIGN. INTERNATIONAL 
PATTERNS, INC., (U.S. CLS. 2, 13, 22, 25, 32 AND 50). SN 
75-708,055. PUB. 11-28-2000. FILED 5-18-1999. 

2,429,305 (See Class 9 for this trademark). 

2,429,314. E.A. KIDS BY ETHAN ALLEN AND DESIGN. 
ETHAN ALLEN MARKETING CORPORATION, (U.S. CLS. 2, 
13, 22, 25, 32 AND 50). SN 75-717,359. PUB. 11-28-2000. 
FILED 6-1-1999. 

2,429,326. MINUTE BED. IMAGINAIR, INC., MULTIPLE 
CLASS, (INT. CLS. 20 AND 28), (U.S. CLS. 2, 13, 22, 23, 
25, 32, 38 AND 50). SN 75-722,075. PUB. 2-15-2000. FILED 
6-4-1999. 

2,429,361. FLOATING COIL SPRING SYSTEM. IMPERIAL 
BEDDING CORPORATION, (U.S. CLS. 2, 13, 22, 25, 32 AND 
50). SN 75-741,026. PUB. 11-28-2000. FILED 7-1-1999. 

2,429,477. GEOMI. SPACE CONCEPTS LIMITED, (U.S. CLS. 2, 
13, 22, 25, 32 AND 50). SN 75-791,893. PUB. 11-28-2000. 
FILED 9-3-1999. 

2,429,524. AIRDD (STYLIZED). AIR DIMENSIONAL DESIGN, 
INC., (U.S. CLS. 2, 13, 22, 25, 32 AND 50). SN 75-807,490. 
PUB. 11-28-2000. FILED 9-6-1999. 

2,429,686. FLATLAND MOUNTAINEERING AND DESIGN. 
FLATLAND MOUNTAINEERING, (U.S. CLS. 2, 13, 22, 25, 32 
AND 50). SN 75-877,680. PUB. 11-28-2000. FILED 12-23-1999. 

2,429,741. GOOD OLE BEARS AND DESIGN. HAMILTON 
COLLECTION, INC., THE, (U.S. CLS. 2, 13, 22, 25, 32 AND 
50). SN 75-894,851. PUB. 11-28-2000. FILED 1-8-2000. 

2,429,779. MEGA-STOR. TOMTEC, INC., (U.S. CLS. 2, 13, 22, 
25, 32 AND 50). SN 75-906,993. PUB. 11-28-2000. FILED 
1-31-2000. 

2,429,786. INTERIOR CRAFTS. INTERIOR CRAFTS, INC., (U.S. 
CLS. 2, 13, 22, 25, 32 AND 50). SN 75-907,725. PUB. 
11-28-2000. FILED 2-2-2000. 

2,429,807. TARA HALL. ENGLANDER LICENSING LIMITED 
LIABILITY COMPANY, (U.S. CLS. 2, 13, 22, 25, 32 AND 50). 
SN 75-914,146. PUB. 11-28-2000. FILED 2-9-2000. 

2,429,907 (See Class 6 for this trademark). 

2,429,940. CBS DESIGNS AND DESIGN. CBS DESIGNS, 
(U.S. CLS. 2, 13, 22, 25, 32 AND 50). SN 75-938,580. 
11-28-2000. FILED 3-8-2000. 

2,430,066. EURO STAR. UNITED FEATHER & DOWN, 
(U.S. CLS. 2, 13, 22, 25, 32 AND 50). SN 76-024,225. 
11-28-2000. FILED 4-12-2000. 

2,430,086. ARBOR FALLS. MERILLAT INDUSTRIES, 
(U.S. CLS. 2, 13, 22, 25, 32 AND 50). SN 76-026,598. 
11-28-2000. FILED 4-14-2000. 

2,430,145. TOT COT AND DESIGN. URBAN INFANT, 
(U.S. CLS. 2, 13, 22, 25, 32 AND 50). SN 78-009,601. 
11-28-2000. FILED 5-24-2000. 


INC., 
PUB. 


INC.., 
PUB. 


INC., 
PUB. 


CLASS 21—HOUSEWARES AND GLASS 


2,429,074 (See Class 9 for this trademark). 

2,429,098. HORIZON. DART CONTAINER CORPORATION, 
(U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). SN 75-504,134. 
PUB. 11-28-2000. FILED 6-17-1998. 

2,429,124 (See Class | for this trademark). 

2,429,192 (See Class 16 for this trademark). 

2,429,221 (See Class 8 for this trademark). 

2,429,259. SOFTMATE DELUXE. IGLOO PRODUCTS CORP., 
(U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). SN 75-677,454. 
PUB. 11-28-2000. FILED 4-8-1999. 

2,429,265 (See Class 18 for this trademark). 

2,429,281 (See Class 6 for this trademark). 

2,429,296 (See Class 16 for this trademark). 

2,429,305 (See Class 9 for this trademark). 
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2,429,329. VORRTX RX AND DESIGN. TACTICA INTER- 
NATIONAL, INC., (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 
50). SN 75-724,600. PUB. 11-28-2000. FILED 6-9-1999. 

2,429,445. BLACK BEAR DINER AND DESIGN. MANLEY, 
ROBERT P., AND MANLEY, LAURIE A., MULTIPLE CLASS, 
(INT. CLS. 21 AND 42), (U.S. CLS. 2, 13, 23, 29, 30, 33, 
40, 50, 100 AND 101). SN 75—781,367. PUB. 11-28-2000. FILED 
8-23-1999 

2,429,446. HOME AND HEARTH. WILTON INDUSTRIES, INC., 
(U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). SN 75-781,964. 
PUB. 11-28-2000. FILED 8-23-1999. 

2,429,514. AUTO MAGIC. AUTO WAX COMPANY, INC., (U.S. 
CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). SN 75-802,563. PUB. 
11-28-2000. FILED 9-17-1999. 

2,429,523. BEULSTONE (STYLIZED). BEUL, DOUGLAS 
WAYNE, (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). SN 
75-807,466. PUB. 11-28-2000. FILED 9-27-1999. 

2,429,601 (See Class 14 for this trademark). 

2,429,629. SOCK SAVER. LEAPHART, MARK C., (U.S. CLS. 
2, 13, 23, 29, 30, 33, 40 AND 50). SN 75-850,742. PUB 
11-28-2000. FILED 11-17-1999 

2,429,805. SMARTPAD. MOTHER ENVIRONMENTAL SYS- 
TEMS, INC., (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50) 
SN 75-913,820. PUB. 11-28-2000. FILED 2-9-2000. 

2,429,815 (See Class 18 for this trademark). 

2,429,833. THE TREE MIRAGE. NATIVE AMERICA, (USS. 
CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). SN 75-920,724. PUB. 
11-28-2000. FILED 2-16-2000. 

2,429,946. DAZZLER. MAINLINE INDUSTRIES, INC., (US. 
CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). SN 75-941,209. PUB. 
11-28-2000. FILED 3-10-2000. 

2,430,032. EASY LEARN. SAFETY IST INC., (U.S. CLS. 2, 13, 
23, 29, 30, 33, 40 AND 50). SN 76-017,374. PUB. 11-28-2000. 
FILED 4-4-2000. 


CLASS 22—CORDAGE AND FIBERS 


2,429,067. SHADE RITE. GREEN-TEK, INC., (U.S. CLS. 1, 2, 
7, 19, 22, 42 AND 50). SN 75-435,807. PUB. 11-28-2000. FILED 
2-17-1998 

2,429,124 (See Class | for this trademark). 

2,429,200. PHOENIX. COOKSON FIBARS, INC., MULTIPLE 
CLASS, (INT. CLS. 22 AND 40), (U.S. CLS. 1, 2, 7, 19, 22, 
42, 50, 100, 103 AND 106). SN 75-622,698. PUB. 2-8-2000 
FILED 1-19-1999 

2,429,493 (See Class 6 for this trademark). 


CLASS 23—YARNS AND THREADS 


2,429,124 (See Class | for this trademark). 


CLASS 24—FABRICS 


2,429,063. BALDOR. BALDOR ELECTRIC COMPANY, MUL- 
TIPLE CLASS, (INT. CLS. 24 AND 28), (U.S. CLS. 22, 23, 
38, 42 AND 50). SN 75-422,171. PUB. 11-28-2000. FILED 
1-23-1998. 

2,429,074 (See Class 9 for this trademark). 

2,429,156 (See Class 6 for this trademark). 

2,429,245. TWO AND DESIGN. KITAI INTERNATIONAL B.V., 
(U.S. CLS. 42 AND 50). SN 75-666,776. PUB. 11-28-2000. 
FILED 3-23-1999. 

2,429,601 (See Class 14 for this trademark). 

2,429,815 (See Class 18 for this trademark). 

2,430,050. LAP-N-LAY. ANDERSON, MARK L., (U.S. CLS. 42 
AND 50). SN 76-021,168. PUB. 11-28-2000. FILED 4-10-2000. 

2,430,067. STARLIGHT DUVET INSERT. UNITED FEATHER 
& DOWN, INC., (U.S. CLS. 42 AND 50). SN 76-024,226. PUB. 
11-28-2000. FILED 4-12-2000. 

2,430,068. TROPICAL STAR. UNITED FEATHER & DOWN, 
INC., (U.S. CLS. 42 AND 50). SN 76-024,227. PUB. 11-28-2000. 
FILED 4-12-2000. 
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2,430,069. SOUTHERN STAR. UNITED FEATHER & DOWN, 
INC., (U.S. CLS. 42 AND 50). SN 76-024,251. PUB. 11-28-2000. 
FILED 4-12-2000. 


CLASS 25—CLOTHING 


2,429,018. BOSS. AMBRA INC., BY ASSIGNMENT; BY AS- 
SIGNMENT BROOKHURST, INC., (U.S. CL. 39). SN 
74-326,997. PUB. 11-28-2000. FILED 10-29-1992 

2,429,029 (See Class 18 for this trademark). 

2,429,034. PIG’S EAR. WOODSTOCK INN AGAIN, LTD., MUL- 
TIPLE CLASS, (INT. CLS. 25 AND 32), (U.S. CLS. 22, 39, 
45, 46 AND 48). SN 75-213,973. PUB. 6-10-1997. FILED 
12-16-1996. 

2,429,051 (See Class 15 for this trademark). 

2,429,070. MISCELLANEOUS DESIGN. GILMAR S.P.A., (U.S. 
CLS. 22 AND 39). SN 75-443,591. PUB. 2-1-2000. FILED 
3-3-1998. 

2,429,074 (See Class 9 for this trademark). 

2,429,123 (See Class 9 for this trademark). 

2,429,155 (See Class 9 for this trademark). 

2,429,192 (See Class 16 for this trademark). 

2,429,218 (See Class 3 for this trademark). 

2,429,236 (See Class 9 for this trademark). 

2,429,278. WOOD’S WB BOOTS AND DESIGN. WOOD, JOE 
PAUL, (U.S. CLS. 22 AND 39). SN_ 75-690,379. PUB. 
11-28-2000. FILED 5-19-1999. 

2,429,298. KLEIDS. KLEIDS ENTERPRISES, INC., (U.S. CLS. 
22 AND 39). SN_ 75-707,863. PUB. 11-28-2000. FILED 
5-18-1999. 

2,429,317. ZEPHWEAR.COM. ZEPHYR ATHLETIC FOOT- 
WEAR, INC., (U.S. CLS. 22 AND 39). SN 75-717,860. PUB. 
11-28-2000. FILED 6-1-1999. 

2,429,441. ALL CITY ATHLETIQUES. PHAT FASHIONS LLC, 
(U.S. CLS. 22 AND 39). SN 75-776,086. PUB. 11-28-2000 
FILED 8-13-1999. 

2,429,453 (See Class 18 for this trademark). 

2,429,458. MERCURY RACING. BRUNSWICK CORPORATION, 
(U.S. CLS. 22 AND 39). SN 75-786,699. PUB. 6-13-2000. FILED 
8-27-1999. 

2,429,531. GOWINGS. GOWING BROS LTD, MULTIPLE 
CLASS, (INT. CLS. 25 AND 35), (U.S. CLS. 22, 39, 100, 101 
AND 102). SN 75-809,448. PUB. 11-14-2000. FILED 9-27-1999. 

2,429,541. JENNIFER Y. YOUNG, JENNIFER, (U.S. CLS. 22 
AND 39). SN 75-814,776. PUB. 11-28-2000. FILED 104-1999. 

2,429,556. J7HAYBER AND DESIGN. MOYA, MARIANO 
BERNABEU, (U.S. CLS. 22 AND 39). SN 75-821,065. PUB. 
11-28-2000. FILED 10-12-1999. 

2,429,559. BABY PHAT AND DESIGN. PHAT FASHIONS LLC, 
(U.S. CLS. 22 AND 39). SN 75-822,584. PUB. 11-28-2000. 
FILED 10-13-1999. 

2,429,574. SHARPMAN.COM AND DESIGN. SHARPMAN 
MEDIA, LLC, (U.S. CLS. 22 AND 39). SN 75-826,476. PUB. 
11-28-2000. FILED 10-18-1999. 

2,429,587. SURF JEANS AND DESIGN. JCL MERCHANDISING 
CORP., (U.S. CLS. 22 AND 39). SN _ 75-832,801. PUB. 
8-29-2000. FILED 10-28-1999. 

2,429,588. C CHRONTRONIC COMPONENTS AND DESIGN. 
BARTH, STEPHEN MICHAEL, (U.S. CLS. 22 AND 39). SN 
75-832,981. PUB. 11-28-2000. FILED 10-28-1999. 

2,429,592. JOULY FASHION NEW YORK. JOULY FASHION, 
INC., (U.S. CLS. 22 AND 39). SN 75-833,593. PUB. 11-28-2000. 
FILED 10-28-1999. 

2,429,593. KATHLIN ARGIRO ATELIER (STYLIZED). 
ARGIRO, KATHLIN, (U.S. CLS. 22 AND 39). SN 75-833,626. 
PUB. 11-28-2000. FILED 10-27-1999. 

2,429,601 (See Class 14 for this trademark). 

2,429,645. DC LOUIS DI CARLO AND DESIGN. DICARLO, 
LOUIS, (U.S. CLS. 22 AND 39). SN 75-859,352. PUB. 
11-28-2000. FILED 1 1-29-1999. 

2,429,674. PINKLE. YANG, JOSEPH, (U.S. CLS. 22 AND 39). 
SN 75-873,746. PUB. 11-28-2000. FILED 12-15-1999. 

2,429,692. LITTLE THINGS MEANS A LOT INFANT SPE- 
CIALTIES AND DESIGN. PACK, CINDY M., DBA LITTLE 
THINGS MEAN ALOT, (U.S. CLS. 22 AND 39). SN 75-881,588. 
PUB. 11-28-2000. FILED 12-28-1999. 
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2.429.708. MAGNUM OPUS. MCGOWAN, SUSAN C., 
MAGNUM OPUS DESIGN, (U.S. CLS. 22 
75-886,309. PUB. 11-28-2000. FILED 1-3-2000. 

2,429,726. MO-SHEN. BURNS, GARY LEE, (U.S. CLS. 22 AND 
39). SN 75-889,389. PUB. 11-28-2000. FILED 1-6-2000. 

2.429.764. AL’S. FORMAL SPECIALIST, LTD., (U.S. CLS. 22 
AND 39). SN 75-$02,338. PUB. 11-28-2000. FILED 1-24-2000. 

2,429,784. CREDITCARDS.COM AND DESIGN. 
CREDITCARDS.COM., (U.S. CLS. 22 AND 39). SN 75-907,526. 
PUB. 11-28-2000. FILED 2-1-2000. 

2,429,785. CREDITCARDS.COM. CREDITCARDS.COM., 
CLS. 22 AND 39). SN 75-907,527. PUB 
2-1-2000. 

2,429,793. ROKX. GLOBAL OUTDOOR PRODUCTS, INC., (U.S. 
CLS. 22 AND 39). SN 75-909,323. PUB. 11-28-2000. FILED 
2-3-2000. 

2,429,815 (See Class 18 for this trademark). 
2.429.873. CELEBRITY DANCE SHOES. 
MARY, (U.S. CLS. 22 AND 39). SN 

11-28-2000. FILED 2-17-2000. 

2,429,965. D AND DESIGN. MAJOR LEAGUE PROFESSIONAL 
SOCCER, INC., BY ASSIGNMENT MAJOR LEAGUE PROFES- 
SIONAL SOCCER, INC., (U.S. CLS. 22 AND 39). SN 
75-978,577. PUB. 7-11-2000. FILED 10-13-1995. 

2.429.967. CASUAL LAND AND DESIGN. SUPERLINE, INC.. 
(U.S. CLS. 22 AND 39). SN 76-000,106. PUB. 11-28-2000 
FILED 3-13-2000 

2,430,008 (See Class 9 for this trademark). 

2,430,026. POLAR DOG. JONATHAN STONE, LTD., (U.S. CLS. 
22 AND 39). SN 76-015,687. PUB. 11-28-2000. FILED 
4-3-2000 

2,430,031. BLUE RIBBON. MIGHTY FINE, (U.S. CLS. 22 AND 
39). SN 76-016,984. PUB. 11-28-2000. FILED 4-3-2000. 

2,430,076. GOOSE GANG. NOLAN, CAROL, (U.S. CLS. 22 AND 
39). SN 76-024,666. PUB. 11-28-2000. FILED 4-13-2000. 

2,430,100. KLIX. GOODWEAR SHOE CO., (U.S. CLS. 22 AND 
39). SN 76-031,225. PUB. 11-28-2000. FILED 4-20-2000. 

2,430,112. BLACK BEAUTY. JOHN B. STETSON, COMPANY, 
(U.S. CLS. 22 AND 39). SN 76-038,512. PUB. 11-28-2000. 
FILED 4-27-2000. 

2,430,113. OPEN ROAD. JOHN B. STETSON, COMPANY, (U.S. 
CLS. 22 AND 39). SN 76—-038,514. PUB. 11-28-2000. FILED 
4-27-2000. 

2,430,118. BIG SWEATY WOMAN AND DESIGN. DAMON, 
DAVID DANIEL, (U.S. CLS. 22 AND 39). SN 78-000,007. PUB. 
11-28-2000. FILED 3-20-2000. 


DBA 
AND 39). SN 


(US. 
11-28-2000. FILED 


CONSTANTINE, 
75-925,622. PUB. 


CLASS 26—FANCY GOODS 


2,429,118. AIR STRIPS. MASI DESIGN INC., (U.S. CLS. 37, 
39, 40, 42 AND 50). SN 75—536,724. PUB. 11-28-2000. FILED 
8-14-1998. 

2,429,393. MISCELLANEOUS DESIGN. TRADE WEST, INC., 
(U.S. CLS. 37, 39, 40, 42 AND 50). SN 75-753,717. PUB. 
11-28-2000. FILED 7-15-1999 

2,429,601 (See Class 14 for this trademark). 

2,430,061. ELEGANCE. TROIKA INTERNATIONAL, INC., (U.S. 
CLS. 37, 39, 40, 42 AND 50). SN 76-023,104. PUB. 11-28-2000. 
FILED 4-11-2000. 

2,430,108. SLEEVEE. PUTNEY, MARILYN, (U.S. CLS. 37, 39, 
40, 42 AND 50). SN 76-036,203. PUB. 11-28-2000. FILED 
4-27-2000. 


CLASS 27—FLOOR COVERINGS 


2,429,252. CUSHION GRIP. L&P PROPERTY MANAGEMENT 
COMPANY, (U.S. CLS. 19, 20, 37, 42 AND 50). SN 75-671,103 
PUB. 11-28-2000. FILED 3-30-1999. 


CLASS 28—TOYS AND SPORTING GOODS 


2.429.051 (See Class 15 for this trademark). 
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2,429,063 (See Class 24 for this trademark). 

2,429,074 (See Class 9 for this trademark). 

2,429,104. CALCUTTA. SHIMANO INC., (U.S. CLS. 22, 23, 38 
AND 50). SN 75-516,620. PUB. 11-28-2000. FILED 7-10-1998. 

2,429,123 (See Class 9 for this trademark). 

2,429,144. THE SPORTING NEWS FANTASY BASEBALL 
PLAYOFF CHALLENGE. TIMES MIRROR MAGAZINES, 
INC., (U.S. CLS, 22, 23, 38 AND 50). SN 75-564,998. PUB 
i 1-28-2000. FILED 10-5-1998. 

2,429,162 (See Class 6 for this trademark). 

2,429,202. TITAN. LOCKHEED MARTIN CORPORATION. (U.S. 
CLS. 22, 23, 38 AND 50). SN 75-623,566. PUB. 11-28-2000. 
FILED 1-19-1999. 

2,429,210. WAN WAN & NI NI AND DESIGN. WAN DA TOYS 
ENTERPRISES CO., LTD., (U.S. CLS. 22, 23, 38 AND 50). 
SN 75-633,214. PUB. 11-28-2000. FILED 2-2-1999. 

2,429,213. I DIG CAVEMEN. EARTH LORE, LTD., (US. CLS. 
22, 23, 38 AND 50). SN 75-635,056. PUB. 11-28-2000. FILED 
1-21-1999, 

2,429,234. THE X-BRACKET. SPERGEL, MICHAEL J., (U.S. 
CLS. 22, 23, 38 AND 50). SN 75-654,820. PUB. 11-28-2000. 
FILED 3-12-1999. 

2,429,242. DYNAMIC HEART RATE CONTROL AND DE- 
SIGN. UNISEN, INC., (U.S. CLS. 22, 23, 38 AND 50). SN 
75-662,990. PUB. 11-28-2000. FILED 3-18-1999. 

2,429,265 (See Class 18 for this trademark). 

2.429.294. POWERSPORT AND DESIGN. HAWTIN PLC, (U.S. 
CLS. 22, 23, 38 AND 50). SN 75-702,528. PUB. 6—20-2000. 
FILED 5-11-1999. 

2,429,295. ENERGETICS AND DESIGN. INTERSPORT INTER- 
NATIONAL CORPORATION GMBH, (U.S. CLS. 22, 23, 38 AND 
50). SN 75-703,196. PUB. 11-28-2000. FILED 10-30-1999. 

2,429,296 (See Class 16 for this trademark). 

2,429,326 (See Class 20 for this trademark). 

2,429,356. BULLDOG. FALLON, JAMES, (U.S. CLS. 22, 23, 38 
AND 50). SN 75-738,028. PUB. 11-28-2000. FILED 7-12-1999. 

2,429,394. VISX. ATLAS MILLENNIUM GOLF, LLC, (U.S. CLS. 
22, 23, 38 AND 50). SN 75-754,083. PUB. 2-8-2000. FILED 
7-19-1999. 

2,429,402. BABY EXPRESSIONS AND DESIGN. FABRICAS 
AGRUPADAS DE MUNECAS DE ONIL S.A., (U.S. CLS. 22, 
23, 38 AND 50). SN 75-758,720. PUB. 11-28-2000. FILED 
7-22-1999. 

2,429,454. 4-N-1. BERNHARDT, DAVID A., BY ASSIGNMENT 
2-N-L GRIP INC., (U.S. CLS. 22, 23, 38 AND 50). SN 
75-785,706. PUB. 11-28-2000. FILED 8-26-1999. 

2,429,462. BEARS WITHOUT BORDERS AND DESIGN. 
CARRON, ALICE M., (U.S. CLS. 22, 23, 38 AND 50). SN 
75-788,556. PUB. 11-28-2000. FILED 8-30-1999. 

2,429,471. SWING SYSTEMS, INC. AND DESIGN. SWING 
SYSTEMS, INC., (U.S. CLS. 22, 23, 38 AND 50). SN 75-790,941. 
PUB. 11-28-2000. FILED 9-2-1999. 

2,429,488. FENCEBUSTER. MASON DIXON BAT COMPANY, 
(U.S. CLS. 22, 23, 38 AND 50). SN 75-794,783. PUB. 
11-28-2000. FILED 10-30-1999. 

2.429.547. JET SET PETS. JET SET PETS, LLC, (U.S. CLS. 
22, 23, 38 AND 50). SN 75-817,035. PUB. 11-28-2000. FILED 
10-7-1999. 

2,429,560. MILLET. MILLET S.A., (U.S. CLS. 22, 23, 38 AND 
50). SN 75-822,738. PUB. 11-28-2000. FILED 10-14-1999. 

2,429,585. BD AND DESIGN. SWACKHAMER, PATRICIA, AND 
SWACKHAMER, WILLIAM D., (U.S. CLS. 22, 23, 38 AND 
50). SN 75-830,695. PUB. 6-20-2000. FILED 10-25-1999. 

2,429,595. DISH DASH. DAH YANG TOY INDUSTRIAL CO., 
LTD., (U.S. CLS. 22, 23, 38 AND 50). SN 75-833,869. PUB. 
11-28-2000. FILED 10-28-1999. 

2,429,617. PUZZLE CRAZE. MATTEL, INC., (U.S. CLS. 22, 23, 
38 AND 50). SN 75-843,867. PUB. 11-28-2000. FILED 
118-1999. 

2,429,677. TURFLITE. GOLFCRAFT, INC., (U.S. CLS. 22, 23, 
38 AND 50). SN 75-874,830. PUB. 11-28-2000. FILED 
12-16-1999. 

2.429.728. BACK BUILDER AND DESIGN. BACK BUILDER, 
INC., (U.S. CLS. 22, 23, 38 AND 50). SN 75-890,839. PUB. 
11-28-2000. FILED 1-7-2000. 

2,429,732. BACK BUILDER. BACK BUILDER, INC., (U.S. CLS. 
22, 23, 38 AND 50). SN 75-891,811. PUB. 11-28-2000. FILED 
1-7-2000. 
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2,429,749. DR. K SPORT. DR. K INTERNATIONAL TRADING 
COMPANY, INC., (U.S. CLS. 22, 23, 38 AND 50). SN 
75-898,417. PUB. 11-28-2000. FILED 1-19-2000. 

2,429,752. DR. K SPORT AND DESIGN. DR. K_ INTER- 
NATIONAL TRADING COMPANY, INC., (U.S. CLS. 22, 23, 
38 AND 50). SN 75-898,686. PUB. 11-28-2000. FILED 
1-19-2000. 

2,429,767. EQUIPMENT COUNTS. SMART PARTS, INC., (U.S. 
CLS. 22, 23, 38 AND 50). SN 75-902,680. PUB. 11-28-2000. 
FILED 1-24-2000. 

2.429.818. BENNY THE BAKED BEAN. B&G 
(U.S. CLS. 22, 23, 38 AND 50). 
11-28-2000. FILED 2-11-2000. 

2.429.840. SBG. DAHL, CRIS A., (U.S. CLS. 22, 23, 38 AND 
50). SN 75-921,333. PUB. 11-28-2000. FILED 2-16-2000. 

2,429,950. THE MUFFANIMALS. CINNAMUFFS, INC., (U.S. 
CLS. 22, 23, 38 AND 50). SN 75-942,089. PUB. 11-28-2000. 
FILED 3-11-2000. 

2,429,952. RETRO RIDER RR AND DESIGN. MANSFIELD, 
MATTHEW, (U.S. CLS. 22, 23, 38 AND 50). SN 75-942,357 
PUB. 11-28-2000. FILED 3-13-2000 

2,429,961. V-SPLICE. DREXLER, PAUL F., DBA PFD STUDIOS, 
(U.S. CLS. 22, 23. 38 AND 50). SN 75-951,157. PUB. 
11-28-2000. FILED 3-6-2000. 

2.429.966. HIMARS. LOCKHEED MARTIN CORPORATION, 
(U.S. CLS. 22, 23, 38 AND 50). SN 75-979,575. PUB. 
11-28-2000. FILED 1-14-1999. 

2,430,010 (See Class 16 for this trademark). 

2,430,013. STREETSURFER. NOLL, RHYN, (U.S. CLS. 22, 23, 
38 AND 50). SN 76-012,525. PUB. 11-28-2000. FILED 
3-30-2000. 

2,430,036. BOUNCING BUGGY. SAFETY LST, INC., (U.S. CLS. 
22, 23, 38 AND 50). SN 76-017,576. PUB. 11-28-2000. FILED 
4-4-2000. 

2,430,046. ECO-COMPOSITE. HUFFY CORPORATION, (U.S. 
CLS. 22, 23, 38 AND 50). SN 76-020,332. PUB. 11-28-2000. 
FILED 4-7-2000. 

2,430,058. REGGIE THE RHYMING RHINO SCHOLASTIC 
AND DESIGN. SCHOLASTIC INC., (U.S. CLS. 22, 23, 38 AND 
50). SN 76-022,811. PUB. 11-28-2000. FILED 4-10-2000. 

2,430,102. PICTURE PATH BINGO. HASBRO, INC., (U.S. CLS. 
22, 23, 38 AND 50). SN 76-032,202. PUB. 11-28-2000. FILED 
4-24-2000. 

2,430,122. PAILEY. SINGLETON, CINDY, (U.S. CLS. 22, 23, 38 
AND 50). SN 78-001,570. PUB. 11-28-2000. FILED 3-29-2000. 


FOODS, 
SN 75-917,586. 


INC., 
PUB 


CLASS 29—MEATS AND PROCESSED FOODS 


2,429,135. PERFECT BEEF. METCALF FARMS PIEDMONTESE 
BEEF, LTD., (U.S. CL. 46). SN 75-555,860. PUB. 11-28-2000. 
FILED 9-21-1998. 

2,429,140. FOODFAIR. MEIJER, INC., MULTIPLE CLASS, (INT. 
CLS. 29, 30 AND 32), (U.S. CLS. 45, 46 AND 48). SN 
75-563,278. PUB. 11-28-2000. FILED 10—1-1998. 

2,429,151. M T O MADE TO ORDER AND DESIGN. SHEETZ 
OF DELAWARE, INC., MULTIPLE CLASS, (INT. CLS. 29 AND 
30), (U.S. CL. 46). SN 75-570,820. PUB. 11-28-2000. FILED 
10-14-1998. 

2,429,276. MISCELLANEOUS DESIGN. RHEE BROS., INC., 
MULTIPLE CLASS, (INT. CLS. 29 AND 30), (U.S. CL. 46). 
SN 75-689,674. PUB. 11-28-2000. FILED 4-23-1999. 

2,429,383. CHERRY COOL. DANNON COMPANY, INC., THE, 
(U.S. CL. 46). SN 75-749,420. PUB. 11-28-2000. FILED 
7-13-1999. 

2,429,384. ROCKIN’ RASBERRY. DANNON COMPANY, INC., 
THE, (U.S. CL. 46). SN 75-749,422. PUB. 11-28-2000. FILED 
7-13-1999. 

2,429,385. STRAWBERRY EXPLOSION. DANNON COMPANY, 
INC., THE, (U.S. CL. 46). SN 75-749,423. PUB. 11-28-2000. 
FILED 7-13-1999. 

2,429,398. SURFIN’ SKEWERS. EL TORITO RESTAURANTS, 
INC., (U.S. CL. 46). SN 75-756,246. PUB. 11-28-2000. FILED 
7-21-1999. 

2,429,417. SACLA’ L’ANTIPASTO AND DESIGN. F.LLI 
SACLA‘ S.P.A., (U.S. CL. 46). SN 75-766,285. PUB. 11-28-2000. 
FILED 8-2-1999. 
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2,429,433. NINGBO NANLIAN. NINGBO NANLIAN FROZEN 
FOODS COMPANY, LTD., (U.S. CL. 46). SN 75-772,702. PUB 
11-28-2000. FILED 8-11-1999. 

2,429,434. LONG BANG. NINGBO NANLIAN FROZEN FOODS 
COMPANY, LTD., (U.S. CL. 46). SN 75-772,704. PUB. 
11-28-2000. FILED 8-11-1999. 

2,429,565. COLUCCIO. D. COLUCCIO & SONS, INC., (U.S. CL. 
46). SN 75-824,249. PUB. 11-28-2000. FILED 10-15-1999. 

2,429,586. FISH TALES. SEAFOOD INVESTORS, LTD, (U.S 
CL. 46). SN 75-831,522. PUB. 11-28-2000. FILED 10-25-1999. 

2,429,778. NEW HOPE MILLS. NEW HOPE MILLS, MULTIPLE 
CLASS, (INT. CLS. 29, 30 AND 31), (U.S. CLS. 1 AND 46). 
SN 75-906,936. PUB. 11-28-2000. FILED 1-31-2000. 

2,429,815 (See Class 18 for this trademark). 

2,429,845. JON-LIN. JON-LIN, INC., (U.S. CL. 46). SN 
75-921,994. PUB. 11-28-2000. FILED 2-17-2000. 

2,429,881. MCSALAD SHAKER. MCDONALD’S CORPORA- 
TION, (U.S. CL. 46). SN 75-926,937. PUB. 11-28-2000. FILED 
2-24-2000. 

2,429,895. CLASSIC SIGNATURE AND DESIGN. GEORGIA 
INTERNATIONAL FOODS, INC., MULTIPLE CLASS, (INT. 
CLS. 29 AND 30), (U.S. CL. 46). SN 75-928,537. PUB 
11-28-2000. FILED 2-28-2000. 

2,429,998. TOGO’S GREAT SANDWICHES AND DESIGN. 
TOGO’S EATERIES, INC., MULTIPLE CLASS, (INT. CLS. 29, 
30 AND 42), (U.S. CLS. 46, 100 AND 101). SN 76-009,391. 
PUB. 11-28-2000. FILED 3-24-2000. 

2,429,999. TOGO’S GREAT SANDWICHES AND DESIGN. 
TOGO’S EATERIES, INC., MULTIPLE CLASS, (INT. CLS. 29, 
30 AND 42), (U.S. CLS. 46, 100 AND 101). SN 76-009,393. 
PUB. 11-28-2000. FILED 3-24-2000. 


CLASS 30—STAPLE FOODS 


2,429,025. TEXAS REDS. TEXAS REDS INCORPORATED, (U.S. 
CL. 46). SN 75-017,657. PUB. 11-28-2000. FILED 11-13-1995. 

2,429,028. TEA FOR TWO. CRABTREE & EVELYN, LTD., (U.S. 
CL. 46). SN 75-055,142. PUB. 11-28-2000. FILED 2-8-1996. 

2,429,125. CINNABITES. MOSTELLER, DAVID, (U.S. CL. 46). 
SN 75-550,220. PUB. 11-28-2000. FILED 9-9-1998. 

2,429,140 (See Class 29 for this trademark). 

2,429,151 (See Class 29 for this trademark). 

2,429,220. FIRST GLACE. FIRST FOODS LIMITED, (U.S. CL. 
46). SN 75-639,861. PUB. 11-28-2000. FILED 2-12-1999. 

2,429,261. BANTU. DIEDRICH COFFEE, INC., (U.S. CL. 46). SN 
75-679.078. PUB. 11-28-2000. FILED 4-12-1999. 

2,429,276 (See Class 29 for this trademark). 

2,429,280. PHILLY’S. PHILLY’S FAMOUS WATER ICE, INC., 
(U.S. CL. 46). SN 75-695,551. PUB. 11-28-2000. FILED 
5-27-1999. 

2,429,287. LOVERZ GOURMET. SHARP, DANIEL BRIAN, 
(U.S. CL. 46). SN 75-696,918. PUB. 11-28-2000. FILED 
5-3-1999. 

2,429,354. LE PETIT ECOLIER. GENERALE BISCUIT, (U.S. 
CL. 46). SN 75-737,236. PUB. 11-28-2000. FILED 6-25-1999. 

2,429,400. CHRISTIES’ MAPLE FARM. WHITE MOUNTAIN 
MAPLE WORKS, LLC, (U.S. CL. 46). SN 75~758,339. PUB. 
11-28-2000. FILED 7-23-1999. 

2,429,414. LOTS’ A POPS. NABISCO BRANDS COMPANY, BY 
ASSIGNMENT FAVORITE BRANDS INTERNATIONAL, INC, 
(U.S. CL. 46). SN 75-764,754. PUB. 11-28-2000. FILED 
7-30-1999. 

2,429,480. VILLOR. VILLARS MAITRE CHOCOLATIER S.A., 
(U.S. CL. 46). SN 75-792,882. PUB. 11-28-2000. FILED 
9-3-1999. 

2,429,555. TWIN BING. PALMER CANDY COMPANY, (U.S. 
CL. 46). SN 75-820,965. PUB. 11-28-2000. FILED 10-12-1999. 

2,429,579. CRACKER GIRL. CRACKER BOY SEASONING, 
INC., (U.S. CL. 46). SN 75-829,025. PUB. 5-9-2000. FILED 
10-22-1999. 

2,429,580. CRACKER GIRL AND DESIGN. CRACKER BOY 
SEASONING, INC., (U.S. CL. 46). SN 75-829,026. PUB. 
5-9-2000. FILED 10-22-1999. 

2,429,581. CRACKER BOY AND DESIGN. CRACKER BOY 
SEASONING, INC., (U.S. CL. 46). SN 75-829,027. PUB. 
5-9-2000. FILED 10-22-1999. 
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2.429.582. CRACKER BOY. CRACKER BOY SEASONING 
INC., (U.S. CL. 46). SN 75-829,028. PUB. 5-9-2000. FILED 
10-22-1999 

2,429,590. MINI MELTS. INTERNATIONAL LASER EXPRES- 
SIONS, INC., (U.S. CL. 46). SN 75-833,412. PUB. 11-28-2000 
FILED 10-28-1999 

2,429,616. CADILLAC COFFEE COMPANY SINCE 1888 AND 
DESIGN. CADILLAC COFFEE COMPANY, (U.S. CL. 46). SN 
75-843,615. PUB. 11-28-2000. FILED 11-9-1999 

2.429.628 (See Class 5 for this trademark). 

2.429.778 (See Class 29 for this trademark). 

2,429,788. 1,000 CHIPS IN EVERY BAG!. NABISCO BRANDS 
COMPANY, (U.S. CL. 46). SN 75--908,724. PUB. 11-28-2000. 
FILED 2-2-2000 

2,429,796. HOSTESS BAKERY PREMIUM CAKES AND DE- 
SIGN. INTERSTATE BRANDS WEST CORPORATION, (U.S 
CL. 46). SN 75-910,766. PUB. 11-28-2000. FILED 2-7-2000. 

2,429,815 (See Class 18 for this trademark). 

2.429.824. DOLORES. LA TAPATIA TORTILLERIA, INC., (U.S. 
CL. 46). SN 75-919,509. PUB. 11-28-2000. FILED 2-15-2000 

2,429,838. JET-PUFFED. NABISCO BRANDS COMPANY, (U.S. 
CL. 46). SN 75-921,144. PUB. 11-28-2000. FILED 2-16-2000 

2,429,861. GLENNY’S AND DESIGN. GLENN FOODS, INC., 
(U.S. CL. 46). SN 75-924,193. PUB. 11-28-2000. FILED 
2-22-2000. 

2.429.895 (See Class 29 for this trademark). 

2,429,930. CHILI HEAD. BEXAR COUNTY 4H YOUTH DEVEL- 
OPMENT, (U.S. CL. 46). SN 75-936,811. PUB. 11-28-2000. 
FILED 3-6-2000. 

2.429.953. MAMA ALWAYS TOLD US, THE GREATEST 
ITALIAN NAMES END IN ’O’. BUTTER KRUST BAKING 
COMPANY, INC., (U.S. CL. 46). SN  75-942,519. PUB. 
11-28-2000. FILED 3-13-2000 

2.429.998 (See Class 29 for this trademark). 

2.429.999 (See Class 29 for this trademark) 


CLASS 31—NATURAL AGRICULTURAL 
PRODUCTS 


2,429,039. WINE COUNTRY SALAD SONOMA COUNTY 
GOURMET SALAD MIX AND DESIGN. BALLETTO, JOHN 
G., DBA BALLETTO RANCH, (U.S. CLS. 1 AND 46). SN 
75-275,627. PUB. 11-28-2000. FILED 4-16-1997. 

2,429,074 (See Class 9 for this trademark). 

2,429,079. CLASSICALF. HUBBARD FEEDS INC., (U.S. CLS 
1 AND 46). SN 75-470.740. PUB. 11-28-2000. FILED 
4-20-1998. 

2.429.083. REDONE. PEN AR LAN SA, (U.S. CLS. 1 AND 46). 
SN 75-475,500. PUB. 11-28-2000. FILED 4-28-1998 

2,429,778 (See Class 29 for this trademark) 

2,429,829. BLUE SUCCESS. ASSOCIATED FARMS, INC., (U.S. 
CLS. 1 AND 46). SN 75-919,948. PUB. 11-28-2000. FILED 
2-16-2000. 


CLASS 32—-LIGHT BEVERAGES 


2,429,034 (See Class 25 for this trademark). 

2.429.055. MISCELLANEOUS DESIGN. BEVERAGE CANNERS 
INTERNATIONAL CORPORATION, (U.S. CLS. 45, 46 AND 48). 
SN 75-386,145. PUB. 11-28-2000. FILED 11-6-1997. 

2.429.140 (See Class 29 for this trademark). 

2.429.344 (See Class 5 for this trademark). 

2.429.443. LIFE’S A SCREAM. COCA-COLA COMPANY, THE 
(U.S. CLS. 45. 46 AND 48). SN 75-776,569. PUB. 11-28-2000 
FILED 8-13-1999. 

2.429.694. THAT’S THE BEAUTY OF CRYSTAL LIGHT. 
KRAFT FOODS HOLDINGS, INC.. (U.S. CLS. 45, 46 AND 48) 
SN 75-882,622. PUB. 11-28-2000. FILED 12-28-1999 

2,429,734. LABATT ICE BEER. LABATT BREWING COM- 
PANY LIMITED. (U.S. CLS. 45, 46 AND 48). SN 75-892.652. 
PUB. 11-28-2000. FILED 1~7--2000 
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2.429.927. MAXIMUM MANGO. JI.R. WOOD, INC., (U.S. CLS 
45, 46 AND 48). SN 75-936,095. PUB. 11-28-2000. FILED 
34-2000. 


2,429,931. SUNRISE SURPRISE. J.R. WOOD, INC., (U.S. CLS. 
45, 46 AND 48). SN 75-937,230. PUB. 11-28-2000. FILED 
3-7-2000. 


2.429.959. A TASTE WORTH TOASTING. ANHEUSER- 
BUSCH, INCORPORATED, (U.S. CLS. 45, 46 AND 48). SN 
75-944,004. PUB. 11-28-2000. FILED 4-22-1999 


CLASS 33—WINES AND SPIRITS 


2,429,046. ADELITA. BELVEDERE, (U.S. CLS. 47 AND 49). SN 
75-321,486. PUB. 7-21-1998. FILED 7-9-1997. 


2,429,068. KALAHARI. KALAHARI DISTILLERS 
(U.S. CLS. 47 AND 49). SN 75-436,974. PUB. 
FILED 2-19-1998. 


2,429,113. IMOYA. K.W.V. (EIENDOMS) BEPERK, (U.S. CLS. 
47 AND 49). SN 75-528,710. PUB. 11-28-2000. FILED 
7-31-1998 

2,429,176. TURLEY WINE CELLARS. TURLEY WINE CEL- 
LARS, (U.S. CLS. 47 AND 49). SN 75-596,697. PUB. 
11-28-2000. FILED 11-25-1998. 


2,429,184. LARSEN LE COGNAC DES VIKINGS VERY SPE- 
CIAL VIKINGS’ COGNAC COGNAC AND DESIGN. 
LARSEN-LE COGNAC DES VIKINGS, (U.S. CLS. 47 AND 49). 
SN 75-606,170. PUB. 11-28-2000. FILED 12-14-1998. 


2,429,352. MONSANTO AND DESIGN. FATTORIA MON- 
SANTO DI FABRIZIO BIANCHI, (U.S. CLS. 47 AND 49). SN 
75-734,686. PUB. 11-28-2000. FILED 6-23-1999 


2,429,376. LA PAULINE. AMWEX INC., (U.S. CLS. 47 AND 
49). SN 75-746,569. PUB. 11-28-2000. FILED 7-9-1999. 


2,429,413. LE CHAMVILLE. MAISON BOUCHARD PERE & 
FILS, (U.S. CLS. 47 AND 49). SN 75-763,363. PUB. 11-28-2000 
FILED 7-29-1999 


2,429,418. WOW!. PHILLIPS FARMS, (U.S. CLS. 47 AND 49). 
SN 75-767,374. PUB. 11-28-2000. FILED 8-4-1999. 


2,429,429. MISCELLANEOUS DESIGN. ETABLISSEMENTS 
JEAN PAUL SELLES - VINS, (U.S. CLS. 47 AND 49). SN 
75-771,334. PUB. 11-28-2000. FILED 8-9-1999. 


2,429,437. MONT PINAS ELPLACER DE LO DIFERENTE 
CHILE AND DESIGN. VINA MANQUEHUE §S.A., (U.S. CLS. 
47 AND 49). SN 75-774,397. PUB. 11-28-2000. FILED 
8-12-1999. 


2.429.739. SILVER MOON. KANGARU ENTERPRISES, LLC, 
DBA RUSACK VINEYARDS, (U.S. CLS. 47 AND 49). SN 
75-894,809. PUB. 11-28-2000. FILED 1-8-2000. 

2,429,775. ST. CHRISTOPHER. WEIN-BAUER, INC., (U.S. CLS 
47 AND 49). SN 75-906,175. PUB. 11-28-2000. FILED 
1-29-2000. 

2,429,815 (See Class 18 for this trademark). 

2.429.894. VANDERBILT CLARET. BILTMORE COMPANY, 
THE, AKA BILTMORE ESTATE, (U.S. CLS. 47 AND 49). SN 
75-928,505. PUB. 11-28-2000. FILED 2-25-2000. 


LIMITED, 
11-28-2000 


CLASS 34—SMOKERS’ ARTICLES 


2,429,192 (See Class 16 for this trademark). 


2,429,823. MISCELLANEOUS DESIGN. CONSOLIDATED 
CIGAR CORPORATION, (U.S. CLS. 2, 8, 9 AND 17). SN 
75-918,683. PUB. 11-28-2000. FILED 2-14-2000. 


2,430,137. PUFF AND DESIGN. HOT COMET ENTERPRISES 
INC., (U.S. CLS. 2, 8, 9 AND 17). SN 78-007,934. PUB. 
11-28-2000. FILED 5-12-2000. 
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CLASS 35—ADVERTISING AND BUSINESS 


2,429,040. DOTY DOLL READER DOLLS OF THE YEAR 
AND DESIGN. CUMBERLAND PUBLISHING, INC., (U.S. CLS. 
100, 101 AND 102). SN 75-281,292. PUB. 11-28-2000. FILED 
4-25-1997. 

2,429,058. ClO. INTERNATIONAL DATA GROUP, INC., MUL- 
TIPLE CLASS, (INT. CLS. 35 AND 42), (U.S. CLS. 100, 10i 
AND 102). SN _ 75-392,992. PUB. 11-28-2000. FILED 
11-19-1997 

2,429,089. EQUITY GROUP INVESTMENTS. EQUITY GROUP 
INVESTMENTS, INC., MULTIPLE CLASS, (INT. CLS. 35 AND 
36), (U.S. CLS. 100, 101 AND 102). SN 75-496,387. PUB. 
11-28-2000. FILED 6-4-1998. 

2,429,091. LSI LENDER’S SERVICE, INC. AND DESIGN. 
LENDER'S SERVICE, INC., BY ASSIGNMENT MERRILL 
LYNCH & CO., INC., MULTIPLE CLASS, (INT. CLS. 35 AND 
36), (U.S. CLS. 100, 101 AND 102). SN 75-500,012. PUB 
11-28-2000. FILED 6-5-1998. 

2,429,100. CARE DRUG CENTER AND DESIGN. CARE DRUG 
CENTERS, INC., (U.S. CLS. 100, 101 AND 102). SN 75-511,736. 
PUB. 11-28-2000. FILED 7-1-1998. 

2,429,110. RICHARD CLARKE ASSOCIATES. RICHARD 
CLARKE & ASSOCIATES, INC., (U.S. CLS. 100, 101 AND 
102). SN 75-525,116. PUB. 11-28-2000. FILED 7-24-1998. 

2,429,117. EURO.NM AND DESIGN. EURO NM GROUPEMENT 
EUROPEEN D'INTERET ECONOMIQUE, MULTIPLE CLASS, 
(INT. CLS. 35, 36 AND 38), (U.S. CLS. 100, 101, 102 AND 
104). SN 75-535,430. PUB. 11-28-2000. FILED 8-11-1998. 

2,429,119. HOUSE OF PURCHASING AND SUPPLY. A.T 
KEARNEY, INC., (U.S. CLS. 100, 101 AND 102). SN 
75-536,892. PUB. 11-28-2000. FILED 8-14-1998 

2,429,130. ATLANTIC COMPUTERTECH. ATLANTIC 
COMPUTERTECH, INC., MULTIPLE CLASS, (INT. CLS. 35 
AND 40), (U.S. CLS. 100, 101, 102, 103 AND 106). SN 
75-555,134. PUB. 11-28-2000. FILED 9-18-1998. 

2,429,132. NEWGEN. NEWGEN SOFTWARE INC., (U.S. CLS. 
100, 101 AND 102). SN 75-555,483. PUB. 5-2-2000. FILED 
9-18-1998. 

2,429,138. BAGUETTE DE FRANCE AND DESIGN. KIS- 
SINGER, INC., (U.S. CLS. 100, 101 AND 102). SN 75-560,214 
PUB. 11-28-2000. FILED 7-20-1999. 

2,429,143. REEL.COM AND DESIGN. REEL.COM, INC., BY 
MERGER; BY ASSIGNMENT; BY CHANGE OF NAME 
REEL.COM, INC., (U.S. CLS. 100, 101 AND 102). SN 
75-564,576. PUB. 5-2-2000. FILED 10-S-—1998. 

2,429,145. CR8IVE4U. CR8IVE4U, L.L.C.., MULTIPLE CLASS, 
(INT. CLS. 35, 40 AND 42), (U.S. CLS. 100, 101, 102, 103 
AND 106). SN 75-565,032. PUB. 11-28-2000. FILED 10-6-1998 

2,429,146. CECIL B. DEMILLE. HOLLYWOOD FOREIGN 
PRESS ASSOCIATION, MULTIPLE CLASS, (INT. CLS. 35 AND 
41), (U.S. CLS. 100, 101, 102 AND 107). SN 75-565,058. PUB. 
11-28-2000. FILED 10-6-1998. 

2.429.147. HOLLYWOOD FOREIGN PRESS ASSOCIATION. 
HOLLYWOOD FOREIGN PRESS ASSOCIATION, MULTIPLE 
CLASS, (INT. CLS. 35, 41 AND 42), (U.S. CLS. 100, 101, 102 
AND 107). SN 75-565,919. PUB. 11-28-2000. FILED 10-6-1998. 

2,429,150. MARKETSTAR. MARKETSTAR CORPORATION, 
(U.S. CLS. 100, 101 AND 102). SN 75-570,191. PUB. 
11-28-2000. FILED 10-9-1998. 

2,429,154. MSI. MSI OF MIAMI CORP., (U.S. CLS. 
AND 102). SN  75-577,467. PUB. 11-28-2000. 
10-26-1998. 

2,429,156 (See Class 6 for this trademark). 

2,429,163. BLENKARN NEWSPAPER READERSHIP  SPE- 
CIALISTS. TELEMARK, INC., (U.S. CLS. 100, 101 AND 102). 
SN 75-585,210. PUB. 11-28-2000. FILED 1 1-9-1998. 

2,429,175. GONZO MARKETING (STYLIZED). HOFMEISTER, 
JOHN F., (U.S. CLS. 100, 101 AND 102). SN 75—595,752. PUB. 
11-2-1999. FILED 11-25-1998. 

2,429,181. ART IN BLOOM. ART IN BLOOM CORPORATION, 
(U.S. CLS. 100, 101 AND 102). SN 75-603,499. PUB. 6-6-2000. 
FILED 12-7-1998. 
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2,429,187. ZANY PRICE CHOMPER AND DESIGN. CHIL- 
DREN’S DEVELOPMENT, INC., BY ASSIGNMENT CHIL- 
DREN’S CONCEPT, INC., (U.S. CLS. 100, 101 AND 102). SN 
75-611,592. PUB. 11-28-2000. FILED 12-23-1998. 

2,429,212. FURNITURE.COM MAKE IT YOUR HOME AND 
DESIGN. FURNITURE.COM, INC., (U.S. CLS. 100, 101 AND 
102). SN 75-634,606. PUB. 11-28-2000. FILED 2-3-1999. 

2,429,214. IMART AND DESIGN. IMART INCORPORATED, 
(U.S. CLS. 100, 101 AND 102). SN 75-636,277. PUB. 5-2-2000. 
FILED 2-11-1999. 

2,429,216. ISU VALUE SEARCH. ISU INTERNATIONAL, MUL- 
TIPLE CLASS, (INT. CLS. 35 AND 36), (U.S. CLS. 100, 101 
AND 102). SN 75-637,463. PUB. 11-28-2000. FILED 2-10-1999 

2,429,219. ISU AND DESIGN. ISU INTERNATIONAL, MUL- 
TIPLE CLASS, (INT. CLS. 35 AND 36), (U.S. CLS. 100, 101 
AND 102). SN 75-639,787. PUB. 11-28-2000. FILED 2-11-1999. 

2,429,222 (See Class 16 for this trademark). 

2,429,227. COMFORT SEATING FLEXSTEEL HOME FUR- 
NISHINGS (STYLIZED). FLEXSTEEL INDUSTRIES, INC., 
(U.S. CLS. 100, 101 AND 102). SN 75-647,001. PUB. 
11-28-2000. FILED 2-24-1999. 

2,429,239. RECIPROCAL PUBLISHING. DIGITAL DISCOV- 
ERIES INC., (U.S. CLS. 100, 101 AND 102). SN 75-660,294. 
PUB. 7-4-2000. FILED 3-15-1999. 

2,429,240. MPG. DUKE & LONG DISTRIBUTING COMPANY, 
INC., (U.S. CLS. 100, 101 AND 102). SN 75-661,618. PUB 
11-28-2000. FILED 3-16-1999. 

2,429,241. ClO KNOWPULSE POLL. INTERNATIONAL DATA 
GROUP, INC., (U.S. CLS. 100, 101 AND 102). SN 75-661,997. 
PUB. 10-31-2000. FILED 3-17-1999. 

2,429,244. FAMOUS JOE’S AND DESIGN. MOORE OIL COM- 
PANY, INC., (U.S. CLS. 100, 101 AND 102). SN 75-663,479. 
PUB. 8-29-2000. FILED 3-19-1999. 

2,429,258. GREENFIELD CONSULTING GROUP. GREEN- 
FIELD CONSULTING GROUP, INC., (U.S. CLS. 100, 101 AND 
102). SN 75-676,045. PUB. 11-28-2000. FILED 4-6-1999. 

2.429.260. YES - THE BEST RESPONSE OF ALL. 
YESMAIL.COM, INC., BY CHANGE OF NAME SUPER- 
HIGHWAY CONSULTING, INC., DBA WEBPROMOTE, (U.S 
CLS. 100, 101 AND 102). SN 75-678,769. PUB. 11-28-2000 
FILED 4-9-1999, 

2.429.263. NETC. FAWKES TRAVEL, INC., MULTIPLE CLASS, 
(INT. CLS. 35, 39 AND 41), (U.S. CLS. 100, 101, 102, 105 
AND 107). SN 75-679,675. PUB. 11-28-2000. FILED 4-9-1999. 

2,429,271. GOTTA HAVE IT!. GOTTA HAVE IT COLLECT- 
IBLES, INC., (U.S. CLS. 100, 101 AND 102). SN 75-683,895. 
PUB. 11-28-2000. FILED 4-16-1999. 

2,429,307. DEJAMUSE.COM AND DESIGN. DEJAMUSE.COM, 
INC., MULTIPLE CLASS, (INT. CLS. 35 AND 41), (U.S. CLS. 
100, 101, 102 AND 107). SN 75-712,126. PUB. 11-28-2000. 
FILED 5-21-1999. 

2,429,316 (See Class 9 for this trademark). 

2,429,320. KNOWYOURSTUFF. KNOWYOURSTUFF.COM LLC, 
BY CHANGE OF NAME NASH NEW MEDIA LLC, MULTIPLE 
CLASS, (INT. CLS. 35, 38, 41 AND 42), (U.S. CLS. 100, 101, 
102, 104 AND 107). SN 75-720,086. PUB. 11-28-2000. FILED 
6-24-1999. 

2,429,322. DITTO DOCUMENT SERVICES, INC. DITTO DOC- 
UMENT SERVICES, INC., (U.S. CLS. 100, 101 AND 102). SN 
75-721,272. PUB. 11-28-2000. FILED 6-4-1999. 

2,429,324. DITTO AND DESIGN. DITTO DOCUMENT SERV- 
ICES, INC., (U.S. CLS. 100, 101 AND 102). SN 75~-722,002. 
PUB. 11-28-2000. FILED 64-1999. 

2,429,343. VERIFY-1. THE RETURN EXCHANGE, INC., (US. 
CLS. 100, 101 AND 102). SN 75—732,137. PUB. 11-28-2000. 
FILED 6-14-1999. 

2,429,345. SOLAR SYSTEMS & PERIPHERALS INC AND DE- 
SIGN. SOLAR SYSTEMS & PERIPHERALS, INC., (U.S. CLS. 
100, 101 AND 102). SN 75-732,331. PUB. 11-28-2000. FILED 
6-18-1999. 

2,429,349. VALID. DIGITAL FOCUS, INC., MULTIPLE CLASS, 
(INT. CLS. 35 AND 42), (U.S. CLS. 100, 101 AND 102). SN 
75—733,495. PUB. 11-28-2000. FILED 6-14-1999. 

2,429,350. WISELEADER. WEBSTER, RITA, (U.S. CLS. 100, 101 
AND 102). SN 75-734,299. PUB. 11-28-2000. FILED 6-21-1999. 

2,429,355. MATRIX REHABILITATION A BEVERLY COM- 
PANY. BEVERLY ENTERPRISES, INC.. MULTIPLE CLASS, 
(INT. CLS. 35 AND 42), (U.S. CLS. 100, 101 AND 102). SN 
75—737,727. PUB. 11-28-2000. FILED 6-28-1999. 





FEB 20, 2001 


2.429.357. MATRIX REHABILITATION. BEVERLY ENTER- 
PRISES, INC., MULTIPLE CLASS, (INT. CLS. 35 AND 42), 
(US. CLS. 100, 101 AND 102). SN 75-738,693. PUB. 
11-28-2000. FILED 6-28-1999. 

2,429,363 (See Class 9 for this trademark). 

2,429,364 (See Class 9 for this trademark). 

2,429,365 (See Class 9 for this trademark). 

2,429,366 (See Class 9 for this trademark). 

2,429,370. VISION MEDIA. MURRAY, KIM L., AND MURRAY, 
CRISTI E., DBA VISION MEDIA, (U.S. CLS. 100, 101 AND 
102). SN 75-744,002. PUB. 11-28-2000. FILED 7-6-1999. 

2,429,375. UPDATENOW!. VOLKART MAY & ASSOCIATES, 
INC, (U.S. CLS. 100, 101 AND 102). SN 75-—745,593. PUB 
11-28-2000. FILED 8-4-1999 

2,429,396. STAFFNOW!. VOLKART MAY & ASSOCIATES, 
INC, (U.S. CLS. 100, 101 AND 102). SN 75~-755,042. PUB. 
11-28-2000. FILED 8-12-1999. 

2,429,406. WIRELESS MD. WIRELESS MD, INC., MULTIPLE 
CLASS, (INT. CLS. 35 AND 38), (U.S. CLS. 100, 101, 102 
AND 104). SN 75-761,425. PUB. 11-28-2000. FILED 7-26-1999. 

2,429,407. ADAM.COM. A.D.A.M. SOFTWARE, INC., MUL- 
TIPLE CLASS, (INT. CLS. 35 AND 42), (U.S. CLS. 100, 101 
AND 102). SN 75-761,432. PUB. 11-28-2000. FILED 7-26-1999. 

2,429,408. COMDIRECT. COMDIRECT, INC., (U.S. CLS. 100, 
101 AND 102). SN 75-761,760. PUB. 11-28-2000. FILED 
7-28-1999. 

2,429,410. PLANT KINGDOM. DILLON FLORAL CORPORA- 
TION, (U.S. CLS. 100, 101 AND 102). SN 75-762,305. PUB 
11-28-2000. FILED 7-28-1999. 

2,429,424. BEVERLY HILLS TEEN. KENQUEST COLLECTION, 
LLC, (U.S. CLS. 100, 101 AND 102). SN 75—769,372. PUB. 
11-28-2000. FILED 8-6-1999 

2,429,426. KETTER CANOEING. KETTER CANOEING, INC, 
(U.S. CLS. 100, 101 AND 102). SN 75-770,867. PUB. 
11-28-2000. FILED 8-9-1999. 

2,429,427. KETTER CANOEING AND DESIGN. KETTER CA- 
NOEING, INC., (U.S. CLS. 100, 101 AND 102). SN 75-770,868 
PUB. 11-28-2000. FILED 8-9-1999. 

2,429,444. ADVANTAGE LINK. ADVANTAGE MARKETING 
WHOLESALERS, L. L. C., (U.S. CLS. 100, 101 AND 102). SN 
75-780,788. PUB. 11-28-2000. FILED 8-19-1999. 

2,429,448. TALENTFINDER. AQUENT, INC., (U.S. CLS. 100, 
101 AND i02). SN 75-782,115. PUB. 11-28-2000. FILED 
8-23-1999 

2,429,452. M AND DESIGN. MODO FUTURO, LLC, (U.S. CLS 
100, 101 AND 102). SN 75-784,602. PUB. 10-10-2000. FILED 
8-25-1999. 

2.429.457 (See Class 16 for this trademark). 

2,429,463 (See Class 9 for this trademark). 

2,429,465. PM GUIDE PROPERTY MANAGEMENT GUIDE 
AND DESIGN. REAL ESTATE COMMUNICATION SERVICES, 
INC., (U.S. CLS. 100, 101 AND 102). SN 75—789.351. PUB. 
11-28-2000. FILED 9-1-1999. 

2,429,466. VICTOR. COOK COMMUNICATIONS MINISTRIES, 
(US. CLS. 100, 101 AND 102). SN _ 75-789.424. PUB 
11-28-2000. FILED 9-1-1999. 

2.429.470. NATIONAL LIGHTNING DETECTION NETWORK. 
GLOBAL ATMOSPHERICS, INC., (U.S. CLS. 100, 101 AND 
102). SN 75-789,914. PUB. 11-28-2000. FILED 9-1-1999. 

2.429.472. SUPERGROUPS. GROUPLINX.COM, INC., MUL- 
TIPLE CLASS, (INT. CLS. 35 AND 42), (U.S. CLS. 100, 101 
AND 102). SN 75-790,950. PUB. 11-28-2000. FILED 9-2-1999. 

2,429,474. WWW.EDDIEBAUER.COM (STYLIZED). EDDIE 
BAUER, INC., (U.S. CLS. 100, 101 AND 102). SN 75-791,426. 
PUB. 7-4-2000. FILED 9-2-1999. 

2,429,485. MISCELLANEOUS DESIGN. RAMP CHEVROLET. 
INC., MULTIPLE CLASS, (INT. CLS. 35 AND 37), (U.S. CLS. 
100, 101, 102, 103 AND 106). SN 75-794,232. PUB. 11-28-2000. 
FILED 9-8-1999. 

2,429,496 (See Class 16 for this trademark). 

2,429,500. INTERMOPRO INTERNATIONALE FACHMESSE 
FUR MOLKEREIPRODUKTE AND DESIGN. MESSE DUS- 
SELDORF GMBH, (U.S. CLS. 100, 101 AND 102). SN 
75-798,605. PUB. 11-28-2000. FILED 9-14-1999. 

2,429,502 (See Class 6 for this trademark). 

2,429,521. RARE AIR MEDIA. RARE AIR, LTD., DBA RARE 
AIR MEDIA, (U.S. CLS. 100, 101 AND 102). SN 75-806,971 
PUB. 11-28-2000. FILED 9-23-1999. 
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2,429,528. LUMBER FINISHERS INCORPORATED AND DE- 
SIGN. LUMBER FINISHERS INCORPORATED, MULTIPLE 
CLASS, (INT. CLS. 35 AND 37), (U.S. CLS. 100, 101, 102, 
103 AND 106). SN 75-808,360. PUB. 11-28-2000. FILED 
9-27-1999. 

2,429,531 (See Class 25 for this trademark). 

2,429,550. COLLEGE CULTURE. ALIVE AND ONLINE. U 
ZONE, INC., THE, MULTIPLE CLASS, (INT. CLS. 35, 36 AND 
38), (U.S. CLS. 100, 101, 102 AND 104). SN 75-818,427. PUB. 
7-25-2000. FILED 10-11-1999. 

2,429,551. WITHDRAWN 

2,429,553. REAL ESTATE HOTLINE AND DESIGN. RICHARD 
TARRER & DAVID GRAHAM PARTNERSHIP, THE, (U.S. CLS. 
100, 101 AND 102). SN 75-820,535. PUB. 11-28-2000. FILED 
11-2-1999. 

2,429,558. MALL911. ANIMAL9I1.COM, INC., (U.S. CLS. 100, 
101 AND 102). SN 75-822,078. PUB. 11-28-2000. FILED 
10-13-1999. 

2,429,562. LOANPERKS. GUILD MORTAGE COMPANY, MUL- 
TIPLE CLASS, (INT. CLS. 35 AND 36), (U.S. CLS. 100, 101 
AND 102). SN 75-823,412. PUB. 11-28-2000. FILED 
10-15-1999 

2,429,570. BUILDING WITH ART. STEVE KNOX GALLERY, 
L.L.C., (U.S. CLS. 100, 101 AND 102). SN 75-826,016. PUB. 
11-28-2000. FILED 10-18-1999. 

2,429,575. BEANS BY DESIGN. FLASHLINE.COM, (U.S. CLS. 
100, 101 AND 102). SN 75-827,106. PUB. 11-28-2000. FILED 
10-20-1999. 

2,429,591. SUPPLIER CITY. SUPPLIER CITY, INC., (U.S. CLS 
100, 101 AND 102). SN 75-833,521. PUB. 11-28-2000. FILED 
10-27-1999 

2,429,597. WORKOUT.COM AND DESIGN. GIGANTINO, JO- 
SEPH, (U.S. CLS. 100, 101 AND 102). SN 75-836,233. PUB. 
11-28-2000. FILED 10-29-1999. 


2,429,598. CHIPS TO HITS. IBC USA (CONFERENCES), INC.., 
(U.S. CLS. 100, 101 AND 102). SN 75-836,238. PUB 
11-28-2000. FILED 10-29-1999. 

2,429,601 (See Class 14 for this trademark). 

2,429,604. EZNAV. INDEPENDENCE, LLC, (U.S. CLS. 100, 101 
AND 102). SN 75-838,377. PUB. 11-28-2000. FILED 11-2~i999. 

2,429,606. POOL AND SPA EVERYTHING. POOLSEARCH, 
INC., (U.S. CLS. 100, 101 AND 102). SN 75-839,086. PUB. 
11-28-2000. FILED 11-4-1999. 

2.429.607. STRATEGIES FOR GROWTH DOUBLE DIGITS 
AND DESIGN. DOUBLE DIGITS, INC., (U.S. CLS. 100, 101 
AND 102). SN 75-839,.770. PUB. 11-28-2000. FILED 11-4-1999. 

2.429.608. MEGA DVD AND DESIGN. EUNIVERSE, INC., (U.S. 
CLS. 100, 101 AND 102). SN 75-839,889. PUB. 11-28-2000 
FILED 11-4—1999. 

2.429.626. JAVA STREET AND DESIGN. FLEMING COMPA- 
NIES, INC., (U.S. CLS. 100, 101 AND 102). SN 75-849,949 
PUB. 11-28-2000. FILED 11-16-1999. 

2,429,633. PHYCOR. PHYCOR, INC., MULTIPLE CLASS, (INT. 
CLS. 35 AND 36), (U.S. CLS. 100, 101 AND 102). SN 
75-851,998. PUB. 11-28-2000. FILED 11-18-1999. 

2,429,635. GARDENLINK. SPDIRECT INC., DBA 
GARDENLINK, (U.S. CLS. 100, 101 AND 102). SN 75-852,033. 
PUB. 11-28-2000. FILED 11-18-1999. 

2.429.643. FREERIDE AND DESIGN. FREERIDE.COM. LLC, 
(U.S. CLS. 100, 101 AND 102). SN = 75-858.959. PUB 
11-28-2000. FILED 11-29-1999 

2,429,644. BERKELEY PLANTATION. BERKELEY PLANTA- 
TION, L.P., LLP, MULTIPLE CLASS, (INT. CLS. 35 AND 41), 
(U.S. CLS. 100, 101, 102 AND 107). SN 75-859,237. PUB. 
11-28-2000. FILED 11-30-1999. 

2.429,649. BRAIN-FLEX. SHAPIRO YANINA, (U.S. CLS. 100, 
101 AND 102). SN 75-860,387. PUB. 11-28-2000. FILED 
12-15-1999. 

2,429,657. X VENTURES AND DESIGN. JEFFREY JAY BLATT, 
MULTIPLE CLASS, (INT. CLS. 35 AND 42), (U.S. CLS. 100, 
101 AND 102). SN 75-865,123. PUB. 11-28-2000. FILED 
12-17-1999. 

2,429,658. PLANETIMPORT AND DESIGN. BISHOP, DAVID 
L.. (US. CLS. 100, 101 AND 102). SN 75-865,350. PUB. 
11-28-2000. FILED 12-18-1999. 
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2,429,659. OLDER & BOLDER SENIOR STORE. OLDER & 
BOLDER SENIOR STORE COMPANY, (U.S. CLS. 100, 101 
AND 102). SN 75-865,790. PUB. 11-28-2000. FILED 12—7-1999 

2,429,671. E-FILLMENT. SAEGER. DANIEL P., AND BROWN, 
JAMES A.. MULTIPLE CLASS, (INT. CLS. 35 AND 39), (U.S. 
CLS. 100, 101, 102 AND 105). SN 75-870,978. PUB. 9-12-2 
FILED 12-13-1999 

2,429,678. MISCELLANEOUS DESIGN. SPECTRACARE, INC.. 
MULTIPLE CLASS, (INT. CLS. 35 AND 42), (U.S. CLS. 100, 
101 AND 102). SN 75-875,675. PUB. 9-5-2000. FILED 
12-20-1999. 

2,429,679. MATCHSTAR AND DESIGN. MATCHSTAR, 
(U.S. CLS. 100, 101 AND 102). SN _ 75-875,903 
11-28-2000. FILED 12-20-1999. 

2.429.682. SOAP WIZAZDS (STYLIZED). SOAP DELI, INC., 
THE, (U.S. CLS. 100, 101 AND 102). SN 75-876,893. PUB. 
11-28-2000. FILED 12-21-1999. 

2,429,693. MISCELLANEOUS DESIGN. 
(U.S. CLS. 100, 101 AND 102). 
11-28-2000. FILED 12-29-1999. 

2,429,697. THE REAL DEAL. AUCTIONS.COM LP, (U.S. CLS 
100, 101 AND 102). SN 75-884,195. PUB. 7-25-2000. FILED 
1-30-2000 

2,429,699. ALLBIZDEPOT. ALLBIZDEPOT.COM, 
100, 101 AND 102). SN 75-884,862. PUB 
12-30-1999. 

2,429,710. LAWYER CENTRAL. COOPER PATNERSHIPS, 
LTD., (U.S. CLS. 100, 101 AND 102). SN 75-886,426. PUB. 
11-28-2000. FILED 1-4-2000. 

2,429,715. CYBERTHINK. CYBERTHINK, INC., MULTIPLE 
CLASS, (INT. CLS. 35, 39 AND 42), (U.S. CLS. 100, 101, 102 
AND 105). SN 75-887,863. PUB. 11-28-2000. FILED 1-6-2000. 

2,429,717. VENETZIA AND DESIGN. JEWELERS OF NEVADA, 
INC., THE, (U.S. CLS. 100, 101 AND 102). SN 75-888,095 
PUB. 11-28-2000. FILED 1-4-2000. 

2.429.718. GNV ASSISTED LIVING SOLUTIONS. JOANNE 
WILSON’S GERONTOLOGICAL NURSING VENTURES, P.A.. 
(US. CLS. 100, 101 AND 102). SN 75-888,217. PUB. 
11-28-2000. FILED 1-6-2000 

2,429,719. DESIGN WAREHOUSE. KEN BUHLER AUC- 
TIONEERS, INC., (U.S. CLS. 100, 101 AND 102). SN 
75-888,372. PUB. 11-28-2000. FILED 1-6-2000. 

2,429,724. SYCONET.COM. SYCONET.COM, INC., (U.S. CLS. 
100, 101 AND 102). SN 75-889,180. PUB. 11-28-2000. FILED 
1-6-2000 

2,429,725. ANIMEDEPOT.COM. SYCONET.COM, 
CLS. 100, 101 AND 102). SN 75-889,191. PUB 
FILED 1-6-2000. 

2,429,731. ZIPPLE.COM AND DESIGN. JENESIS COMMU- 
NICATIONS, LLC, MULTIPLE CLASS, (INT. CLS. 35, 38 AND 
42), (U.S. CLS. 100, 101, 102 AND 104). SN 75-891,599. PUB. 
11-28-2000. FILED 1-7-2000. 

2,429,733. MEGAPAT. KWIATKOWSKI, JOSEPH M., JR., MUL- 
TIPLE CLASS, (INT. CLS. 35 AND 42), (U.S. CLS. 100, 101 
AND 102). SN 75-892,086. PUB. 11-28-2000. FILED 1-7-2000. 

2,429,763. SOUND MEDICAL. SARGIS CONSTRUCTION COM- 
PANY, INC., (U.S. CLS. 100, 101 AND 102). SN 75-902,106. 
PUB. 11-28-2000. FILED 1-27-2000. 

2,429,774. THE QUILTWORKS. RUBENSTEIN & ZIFF, INC., 
(U.S. CLS. 100, 101 AND 102). SN 75-905,807. PUB. 
11-28-2000. FILED 1-28-2000. 

2,429,782. THEREALMONICAINC. (STYLIZED). REAL 
MONICA INC. LLC, THE, (U.S. CLS. 100, 101 AND 102). SN 
75-907,297. PUB. 11-28-2000. FILED 2-1-2000. 

2,429,789. SAFETY-KLEEN. SAFETY-KLEEN SYSTEMS, INC. 
MULTIPLE CLASS, (INT. CLS. 35, 37, 39, 40, 41 AND 42), 
(US. CLS. 100, 101, 102, 103, 105, 106 AND 107). SN 
75-908,749. PUB. 11-28-2000. FILED 2-3-2000. 

2,429,791. VOCWORKS. CAREWORKS OF OHIO, LTD., (U.S. 
CLS. 100, 101 AND 102). SN 75-909,279. PUB. 11-28-2000. 
FILED 2-3-2000. 

2,429,797. VAL’S TOMATO PIES. VAL’S TOMATO PIES, 
L.L.C., (U.S. CLS. 100, 101 AND 102). SN 75-910,899. PUB. 
11-28-2000. FILED 2-5-2000. 

2,429,799. LIFE’S AN EVENT. ANNOUNCE IT TO THE 
WORLD. OURBEGINNING.COM, INC., (U.S. CLS. 100, 101 
AND 102). SN 75-910,990. PUB. 11-28-2000. FILED 2-7-2000. 
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2,429,802. ECKERD DIABETES SOLUTIONS. ECKERD COR- 
PORATION, (U.S. CLS. 100, 101 AND 102). SN 75-912,380. 
PUB. 11-28-2000. FILED 2-7-2000. 

2,429,808. MOTHERTIME. MOTHER'S STORES, 
CLS. 100, 101 AND 102). SN 75-914,824. PUB. 
FILED 2-11-2000. 

2,429,812. THE SEARCHLOGIXGROUP (STYLIZED). MAV- 
ERICK RESOURCES, (U.S. CLS. 100, 101 AND 102). SN 
75-915,270. PUB. 11-28-2000. FILED 2-1-2000. 

2,429,822 (See Class 9 for this trademark). 

2,429,835. AIR FORCE EXPERIENCE. MDM GROUP, LTD., 
MULTIPLE CLASS, (INT. CLS. 35 AND 42), (U.S. CLS. 100, 
101 AND 102). SN 75-920,842. PUB. 11-28-2000. FILED 
2-16-2000 

2,429,842. SEI’'S DEVELOPMENT STAGING. SOCIAL ENTRE- 
PRENEURS, INC., (U.S. CLS. 100, 101 AND 102). SN 
75-921,527. PUB. 11-28-2000. FILED 2-16~—2000. 

2,429,843. MFJ AND DESIGN. MORETTI’S FINE JEWELRY, 
(U.S. CLS. 100, 101 AND 102). SN 75-921,872. PUB. 
11-28-2000. FILED 2-16-2000. 

2,429,844. E-COUNTY@WORK. 
(U.S. CLS. 100, 101 AND 
11-28-2000. FILED 2-17-2000. 

2,429,851. THE MAILBOX LADY. CRAYTON, JANE, (U.S. 
CLS. 100, 101 AND 102). SN 75-922,700. PUB. 11-28-2000. 
FILED 2-18-2000 

2,429,854. PAC SUN. PACIFIC SUNWEAR OF CALIFORNIA, 
(U.S. CLS. 100, 101 AND 102). SN _ 75-923,467. PUB. 
11-28-2000. FILED 2-19-2000. 

2,429,876. MARKETRY. MARKETRY, INC., (U.S. CLS. 100, 101 
AND 102). SN 75-925,790. PUB. 11-28-2000. FILED 2-22-2000. 

2,429,879. EDS SOLVED. AND DESIGN. ELECTRONIC DATA 
SYSTEMS CORPORATION, (U.S. CLS. 100, 101 AND 102). 
SN 75-926,430. PUB. 11-28-2000. FILED 2-23-2000. 

2,429,887. LES SCHWAB TIRES. LES SCHWAB WAREHOUSE 
CENTER, INC., (U.S. CLS. 100, 101 AND 102). SN 75-927,578. 
PUB. 11-28-2000. FILED 2-25-2000. 

2,429,890. HOOP LIFE AND DESIGN. HOOPLIFE, LLC, MUL- 
TIPLE CLASS, (INT. CLS. 35 AND 41), (U.S. CLS. 100, 101, 
102 AND 107). SN 75-927,928. PUB. 11-28-2000. FILED 
2-25-2000. 

2,429,891. CMS. CHANDLER MANUFACTURING SOLUTIONS, 
LLC, (U.S. CLS. 100, 101 AND 102). SN 75-927,960. PUB. 
11-28-2000. FILED 2-25-2000. 

2,429,904. MESMERIZED. LEVINE, JEFFREY R, DBA MES- 
MERIZED, (U.S. CLS. 100, 101 AND 102). SN 75-931,017. PUB. 
11-28-2000. FILED 2-29-2000. 

2,429,908. CFAR. CENTER FOR APPLIED RESEARCH, INC., 
MULTIPLE CLASS, (INT. CLS. 35 AND 41), (U.S. CLS. 100, 
101, 102 AND 107). SN 75-931,858. PUB. 11-28-2000. FILED 
2-28-2000. 

2,429,914. SEEDSTAGE.COM. SEEDSTAGE.COM, L.P., 
CLS. 100, 101 AND 102). SN 75-933,624. PUB. 
FILED 3-1-2000. 

2,429,929 (See Class 9 for this trademark). 

2,429,937. ECHEM. ECOLINK, INC., (U.S. CLS. 100, 101 AND 
102). SN 75-937,468. PUB. 11-28-2000. FILED 3-7-2000. 

2,429,947. H HAN AH REUM ASIANMART AND DESIGN. 
KWEON, IL YEON, (U.S. CLS. 100, 101 AND 102). SN 
75-941,540. PUB. 11-28-2000. FILED 3-10—2000. 

2,429,958. DO WHAT YOU DO BEST. BRIGHTLANE.COM, 
INC., (U.S. CLS. 100, 101 AND 102). SN 75-943,727. PUB. 
11-28-2000. FILED 3-14-2000. 

2,429,962. SELLXS. INTELLICOMP, (U.S. CLS. 100, 101 AND 
102). SN 75-955,714. PUB. 11-28-2000. FILED 3-9-2000. 

2,429,969. BB USER FRIENDLY AND DESIGN. BUGLE BOY 
INDUSTRIES, INC., (U.S. CLS. 100, 101 AND 102). SN 
76-000,624. PUB. 11-28-2000. FILED 3-15-2000. 

2,429,982. CHINOLOGY. NEWPORT NEWS, INC., (U.S. CLS. 
100, 101 AND 102). SN 76-004,418. PUB. 11-28-2000. FILED 
3-20-2000. 

2,429,983. CYTOCOM INTERNATIONAL. BECK, C GORDON, 
Ill, MULTIPLE CLASS, (INT. CLS. 35 AND 41), (U.S. CLS. 
100, 101, 102 AND 107). SN 76-005,475. PUB. 11-28-2000. 
FILED 3-20-2000. 

2,429,984. FASCINATIONST.COM. FASCINATION ST. GAL- 
LERY, INC., (U.S. CLS. 100, 101 AND 102). SN 76~-005,860. 
PUB. 11-28-2000. FILED 3-21-2000. 
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2,429,985. SHOGUN MOTORSPORTS. SHOGUN’- ENTER- 
PRISES, INC., (U.S. CLS. 100, 101 AND 102). SN 76-006,167. 
PUB. 11-28-2000. FILED 3-21-2000. 

2,430,002. BITTIME.COM. BITTIME.COM, (U.S. CLS. 100, 101 
AND 102). SN 76-010,060. PUB. 11-28-2000. FILED 3-27-2000. 

2,430,005. JUNK2ART. WERLLA, REBECCA K., (U.S. CLS. 100, 
101 AND 102). SN 76-010,137. PUB. 11-28-2000. FILED 
3-27-2000. 

2,430,014. THE SCIENCE OF SELLING. SALES RESEARCH 
INSTITUTE, INC., (U.S. CLS. 100, 101 AND 102). SN 
76-012,674. PUB. 11-28-2000. FILED 3-29-2000. 

2,430,020. STORMTECH SEARCH. STORMTECH SEARCH, 
LLC, (U.S. CLS. 100, 101 AND 102). SN 76-013,665. PUB. 
11-28-2000. FILED 3-29-2000. 

2,430,021. INTERNATIONAL AUTOBODY CONGRESS & EX- 
POSITION NACE AND DESIGN. AUTOMOTIVE SERVICE 
ASSOCIATION, (U.S. CLS. 100, 101 AND 102). SN 76-013,811. 
PUB. 11-28-2000. FILED 3-30-2000. 

2,430,024. GEN EDGE. PRICEWATERHOUSECOOPERS LLP, 
(U.S. CLS. 100, 10! AND 102). SN 76-015,216. PUB. 
11-28-2000. FILED 3-31-2000. 

2,430,027. WHERE IMAGINATION BECOMES A REALITY. 
AAR CORP., MULTIPLE CLASS, (INT. CLS. 35, 37 AND 39), 
(U.S. CLS. 100, 101, 102, 103, 105 AND 106). SN 76-016,266. 
PUB. 11-28-2000. FILED 3-31-2000. 

2,430,029. ARTSPAN. ARTSPAN LLC, (U.S. CLS. 100, 101 AND 
102). SN 76-016,660. PUB. 11-28-2000. FILED 44-2000. 

2,430,045. MISCELLANEOUS DESIGN. WILSON, FLOYD L., 
(U.S. CLS. 100, 101 AND 102). SN 76-020,242. PUB. 
11-28-2000. FILED 4-10-2000. 

2,430,048. MOTHERLY EXPRESSIONS. LORI L. STILES, (U.S. 
CLS. 100, 101 AND 102). SN 76-020,460. PUB. 11-28-2000. 
FILED 4-10-2000. 

2,430,053. 4SURE. SHOPPING4SURE.COM, INC., (U.S. CLS. 100, 
101 AND 102). SN 76-021,915. PUB. 11-28-2000. FILED 
4-7-2000 

2,430,054 (See Class 16 for this trademark). 

2,430,056. SOUTHWEST CONTROLS. SOUTHWEST CON- 
TROLS, INC., (U.S. CLS. 100, 101 AND 102). SN 76—022,371. 
PUB. 11-28-2000. FILED 4-10-2000. 

2,430,064. KELLY HEALTHCARE RESOURCES. 
PROPERTIES, INC., (U.S. CLS. 100, 101 AND 
76-023,697. PUB. 11-28-2000. FILED 4-6-2000. 

2,430,065. KELLY FINANCIAL RESOURCES. KELLY PROP- 
ERTIES, INC., (U.S. CLS. 100, 101 AND 102). SN 76-023,699. 
PUB. 11-28-2000. FILED 4-6-2000. 

2,430,081. STOUT. STOUT SYSTEMS DEVELOPMENT, INC., 
MULTIPLE CLASS, (INT. CLS. 35 AND 42), (U.S. CLS. 100, 
101 AND 102). SN 76-024,962. PUB. 11-28-2000. FILED 
4-13-2000. 

2,430,090. 4SURE.COM AND DESIGN. SHOPPING4SURE.COM, 
INC., (U.S. CLS. 100, 101 AND 102). SN 76-027,122. PUB. 
11-28-2000. FILED 4-17-2000. 

2,430,099. IT’S NOT JUST ADVICE. IT’S PEACE OF MIND. 
POOLSEARCH, INC., (U.S. CLS. 100, 101 AND 102). SN 
76-031,008. PUB. 11-28-2000. FILED 4-21-2000. 

2,430,107. LINK2CHINA.COM. DANIEL KILBANE, (U.S. CLS. 
100, 101 AND 102). SN 76-036,193. PUB. 11-28-2000. FILED 
4-24-2000. 

2,430,121. PROFITECTURE. KETCHAM, JONATHAN, M., (U.S. 
CLS. 100, 101 AND 102). SN 78-000,788. PUB. 11-28-2000. 
FILED 3-23-2000. 

2,430,123. ELLIS & ELLIS E2, INC. ASSOCIATES AND DE- 
SIGN. ELLIS & ELLIS ASSOCIATES, INC., (U.S. CLS. 100, 
101 AND 102). SN 78-001,843. PUB. 11-28-2000. FILED 
3-30-2000. 

2,430,133. WORLD CITY. WILKINS, JACK E, (U.S. CLS. 100, 
101 AND 102). SN 78-006,072. PUB. 11-28-2000. FILED 
4-28-2000. 

2,430,143. RESUMEPAY. EMPLOYMENT SERVICES 
NATIONAL, INC., (U.S. CLS. 100, 101 AND 
78-009,470. PUB. 11-28-2000. FILED 5-23-2000. 

2,430,144. IT’S RUSH HOUR ON THE WEB.... EMPLOYMENT 
SERVICES INTERNATIONAL, INC., (U.S. CLS. 100, 101 AND 
102). SN 78-009,474. PUB. 11-28-2000. FILED 5—23-2000. 
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2,429,019 (See Class 9 for this trademark). 
2,429,060. WITHDRAWN. 


2,429,061. FORETHOUGHT COVERAGEPLUS. FORE- 
THOUGHT LIFE INSURANCE COMPANY, MULTIPLE CLASS, 
(INT. CLS. 36 AND 42), (U.S. CLS. 100, 101 AND 102). SN 
75—408,373. PUB. 11-28-2000. FILED 12-19-1997. 

2,429,088. SL PERFORMANCEANALYZER. STATE STREET 
CORPORATION, (U.S. CLS. 100, 101 AND 102). SN 75-493,957. 
PUB. 11-28-2000. FILED 6-1-1998. 

2,429,089 (See Class 35 for this trademark). 

2,429,091 (See Class 35 for this trademark). 

2,429,111. THE BEST WAY TO SHOW YOU CARE.. FINAN- 
CIAL PASSPORT, INC., BY CHANGE OF NAME PACE FINAN- 
CIAL NETWORK, (U.S. CLS. 100, 101 AND 102). SN 
75-526,222. PUB. 11-28-2000. FILED 7-27-1998. 


2,429,112. WWW.WEB-REAL-ESTATE.COM AND DESIGN. 
WEB REAL ESTATE, INC., BY ASSIGNMENT WEB TEXAS 
REAL ESTATE, INC., (U.S. CLS. 100, 101 AND 102). SN 
75-527,279. PUB. 11-28-2000. FILED 7-29-1998. 

2,429,117 (See Class 35 for this trademark). 

2,429,122. SHOP N’ GO CENTER. SUSLOVICH, SOL, (U.S. 
CLS. 100, 101 AND 102). SN 75-546,153. PUB. 11-28-2000. 
FILED 9-1-1998. 


2,429,128. NORWEST MORTGAGE HOMEBUYERS CLUB. 
NORWEST MORTGAGE, INC., (U.S. CLS. 100, 101 AND 102). 
SN 75-551,980. PUB. 11-28-2000. FILED 9-11-1998. 


2,429,157. FOUNDERS OF “AMERICA’S FIRST MONEY 
FUND’’. RESERVE MANAGEMENT CORPORATION, BY 
CHANGE OF NAME RESERVE MANAGEMENT CORPORA- 
TION, (U.S. CLS. 100, 101 AND 102). SN 75-578,948. PUB. 
11-28-2000. FILED 10-28-1998. 


2,429,191. MERRILL LYNCH MUTUAL FUND ADVISOR SE- 
LECTS. MERRILL LYNCH & CO., INC., (U.S. CLS. 100, 101 
AND 102). SN 75-615,137. PUB. 11-28-2000. FILED 1-5-1999. 

2,429,207. MISCELLANEOUS DESIGN. CUMBERLAND VAL- 
LEY FINANCIAL CORPORATION, (U.S. CLS. 100, 101 AND 
102). SN 75-630,480. PUB. 11-28-2000. FILED 1-29-1999. 

2,429,216 (See Class 35 for this trademark). 

2,429,217. OUR KNOWLEDGE IS YOUR BEST INSURANCE. 
ISU INTERNATIONAL, (U.S. CLS. 100, 101 AND 102). SN 
75-637,464. PUB. 11-28-2000. FILED 2-10-1999. 

2,429,219 (See Class 35 for this trademark). 

2,429,233. FIDELITY LEASING. FIDELITY LEASING, INC., 
(U.S. CLS. 100, 101 AND 102). SN 75-654,494. PUB. 6-27-2000. 
FILED 3-5-1999. 

2,429,266. BTU BALANCE TRANSFER UTILITY. PRINCETON 
ECOM CORPORATION, BY CHANGE OF NAME PRINCETON 
TELECOM CORPORATION, (U.S. CLS. 100, 101 AND 102). 
SN 75-681,667. PUB. 11-28-2000. FILED 4-13-1999 

2.429.270. TIME TO SAVE. MERRILL LYNCH & CO., INC., 
(US. CLS. 100, 101 AND 102). SN 75-682,881. PUB. 
11-28-2000. FILED 4-13-1999. 

2,429,275. ZIONS GOVRATE. ZIONS FIRST NATIONAL BANK, 
(US. CLS. 100, 101 AND 102). SN 75-689,611. PUB. 
11-28-2000. FILED 4-23-1999. 

2,429,285. CHEM PLAN. PROGRAM INSURANCE MANAGE- 
MENT, (U.S. CLS. 100, 101 AND 102). SN 75-696,778. PUB. 
11-28-2000. FILED 5-3-1999. 

2,429,297. MISCELLANEOUS DESIGN. EMPIRE STATE 
BUILDING COMPANY, (U.S. CLS. 100, 101 AND 102). SN 
75-705,772. PUB. 11-28-2000. FILED 5-13-1999. 

2,429,348. AMERICAN COMMUNITY. AMERICAN COMMU- 
NITY MUTUAL INSURANCE COMPANY, (U.S. CLS. 100, 101 
AND 102). SN 75-732,794. PUB. 11-28-2000. FILED 6-21-1999. 

2,429,358. REAL PEOPLE BANKING. F.N.B. CORPORATION, 
(U.S. CLS. 100, 101 AND 102). SN _ 75-739,361. PUB. 
11-28-2000. FILED 6-29-1999. 

2,429,372. L-TRANS. BHP TRANSPORT PTY LIMITED, (U.S. 
CLS. 100, 101 AND 102). SN 75—744,124. PUB. 11-28-2000. 
FILED 7-6-1999. 

2,429,378. CHB AND DESIGN. CHOHUNG BANK, (U.S. CLS. 
100, 101 AND 102). SN 75-748,034. PUB. 11-28-2000. FILED 
7-12-1999. 
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2,429,409. DENTSOURCE. STUDENT LOAN FUNDING RE- 
SOURCES, INC., (U.S. CLS. 100, 101 AND 102). SN 75-762,270. 
PUB. 11-28-2000. FILED 7-28-1999. 

2,429,435. SI AND DESIGN. SECURITY INVESTMENT COM- 
PANY OF KANSAS CITY, (U.S. CLS. 100, 101 AND 102). 
SN 75-773,737. PUB. 11-28-2000. FILED 8-12-1999. 

2,429,436. TSI. TRIAL SCIENCE INSTITUTE LLC, MULTIPLE 
CLASS, (INT. CLS. 36 AND 42), (U.S. CLS. 100, 101 AND 
102). SN 75-774,000. PUB. 11-28-2000. FILED 8-12-1999. 

2,429,438. THE VILLAGE AT WINONA AND DESIGN. WI- 
NONA RESTORATION PARTNERS, LLC, (U.S. CLS. 100, 101 
AND 102). SN 75-774,582. PUB. 10-10-2000. FILED 8-12-1999. 

2,429,468. SCR. HOLIDAY SYSTEMS INTERNATIONAL OF NE- 
VADA, (U.S. CLS. 100, 101 AND 102). SN 75—789,828. PUB. 
11-28-2000. FILED 8-28-1999. 

2,429,501. HILLSIDE MEMORIAL PARK AND MORTUARY 
AND DESIGN. TEMPLE ISRAEL OF HOLLYWOOD, INC., 
MULTIPLE CLASS, (INT. CLS. 36 AND 42), (U.S. CLS. 100, 
101 AND 102). SN 75-798,611. PUB. 11-28-2000. FILED 
9-14-1999. 

2,429,502 (See Class 6 for this trademark). 

2,429,510. 4 X 4 TERM LIFE INSURANCE. NORTH WEST 
LIFE ASSURANCE COMPANY OF CANADA, THE, (U.S. CLS. 
100, 101 AND 102). SN 75-801,457. PUB. 11-28-2000. FILED 
9-17-1999 

2,429,520. ADOPT-A-CLASSROOM AND DESIGN. ADOPT-A- 
CLASSROOM, (U.S. CLS. 100, 101 AND 102). SN 75-806,072. 
PUB. 11-28-2000. FILED 9-22-1999. 

2.429,550 (See Class 35 for this trademark). 

2,429,562 (See Class 35 for this trademark). 

2,429,566. STATE BANK & TRUST CO. AND DESIGN. STATE 
BANK AND TRUST COMPANY, (U.S. CLS. 100, 101 AND 
102). SN 75-824,595. PUB. 11-28-2000. FILED 10-18-1999. 

2,429,567. ONE WORLD, ONE ACCOUNT... GLOBAL ELEC- 
TRONIC EXCHANGE. INC., (U.S. CLS. 100, 101 AND 102). 
SN 75-824,916. PUB. 11-28-2000. FILED 10-18-1999. 

2,429,576. FUNDSCAN. DLJ LONG TERM INVESTMENT COR- 
PORATION, (U.S. CLS. 100, 101 AND 102). SN 75-827,641. 
PUB. 6-13-2000. FILED 10-20-1999. 

2,429,578. UNITED LEGAL BENEFITS AND DESIGN. UNITED 
LEGAL BENEFITS, LLC, (U.S. CLS. 100, 101 AND 102). SN 
75-828,382. PUB. 11-28-2000. FILED 10-20-1999. 

2,429,612. ENERGY ELITE. AMERICAN INTERNATIONAL 
GROUP, INC., (U.S. CLS. 100, 101 AND 102). SN 75-842,487. 
PUB. 11-28-2000. FILED 11-6-1999 

2,429,613. RECALL PLUS. AMERICAN INTERNATIONAL 
GROUP, INC., (U.S. CLS. 100, 101 AND 102). SN 75-842,489. 
PUB. 11-28-2000. FILED 11-6-1999. 

2,429,624. PEAK PROPERTY PROGRAM. SAFECO INSUR- 
ANCE COMPANY OF AMERICA, (U.S. CLS. 100, 101 AND 
102). SN 75-848,947. PUB. 11-28-2000. FILED 11-15-1999. 

2,429,625. WE’RE NOT JUST YOUR REAL ESTATE COM- 
PANY, ..WE’RE YOUR NEIGHBOR. PRUDENTIAL VERANI 
REALTY INC., (U.S. CLS. 100, 101 AND 102). SN 75-849,040. 
PUB. 11-28-2000. FILED 11-15-1999. 

2,429,627. MISCELLANEOUS DESIGN. CREDITLAND, 
(U.S. CLS. 100, 101 AND 102). SN _ 75-849,959. 
11-28-2000. FILED 11-16-1999. 

2,429,633 (See Class 35 for this trademark). 

2,429,701. REFERENCE BILL. FEDERAL HOME LOAN MORT- 
GAGE CORPORATION, (U.S. CLS. 100, 101 AND 102). SN 
75-885,728. PUB. 11-28-2000. FILED 1-4-2000. 

2,429,702. FAIRCOMP. MILNE & COMPANY, DBA MILNE 
SCALI & COMPANY, (U.S. CLS. 100, 101 AND 102). SN 
75-885,769. PUB. 11-28-2000. FILED 1-3-2000. 

2,429,746. ROCKBROOK VILLAGE. ROCKBROOK VILLAGE 
SHOPPING CENTER, INC., (U.S. CLS. 100, 101 AND 102). 
SN 75-897,222. PUB. 11-28-2000. FILED 1-18-2000. 

2,429,762. KINDNESS FOR KIDS AND DESIGN. RANDALLS 
FOOD & DRUGS, INC., (U.S. CLS. 100, 101 AND 102). SN 
75-901 ,352. PUB. 11-28-2000. FILED 1-20-2000. 

2,429,768. HARMONYPLUS. DRAKA USA CORPORATION, 
(US. CLS. 100, 101 AND 102). SN _ 75-903,021. PUB. 
11-28-2000. FILED 1-26-2000. 

2,429,772. CPPI. ZURICH AMERICAN INSURANCE COMPANY, 
(U.S. CLS. 100, 101 AND 102). SN _ 75-903,888. PUB. 
11-28-2000. FILED 1-27-2000. 
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2,429,781. CALVERT-HENDERSON QUALITY OF LIFE INDI- 
CATORS. CULVERT GROUP, LTD., (U.S. CLS. 100, 101 AND 
102). SN 75-907,057. PUB. 11-28-2000. FILED 1-27-2000. 

2,429,803. COMMONWEALTH FOREIGN EXCHANGE, INC. 
AND DESIGN. COMMONWEALTH FOREIGN EXCHANGE, 
INC., (U.S. CLS. 100, 101 AND 102). SN 75-912,843. PUB. 
11-28-2000. FILED 2-7-2000. 

2,429,819. BUSINESS CAPITAL AT INTERNET SPEED. 
COMPANYFINANCE.COM, (U.S. CLS. 100, 101 AND 102). SN 
75-918,331. PUB. 11-28-2000. FILED 2-2-2000. 

2,429,822 (See Class 9 for this trademark). 

2,429,846. WHERE’S YOUR MONEY GOING?. MONEYGRAM 
PAYMENT SYSTEMS, INC., (U.S. CLS. 100, 101 AND 102). 
SN 75-922,158. PUB. 11-28-2000. FILED 2-17-2000. 

2,429,856. FLEX FLORIDA COMBINED LIFE PRE-TAX & 
RETIREMENT PLANS AND DESIGN. FLORIDA COMBINED 
INSURANCE AGENCY, INC., (U.S. CLS. 100, 101 AND 102). 
SN 75-923,503. PUB. 11-28-2000. FILED 2-19-2000. 

2,429,863. HYANNIS PORT CHALLENGE. BEST BUDDIES 
INTERNATIONAL, INC., (U.S. CLS. 100, 101 AND 102). SN 
75-924,334. PUB. 10-10-2000. FILED 2-24-2000. 

2,429,874. EXCEEDING THE EXPECTATIONS OF AGRI- 
BUSINESSES FOR MORE THAN A CENTURY. MICHIGAN 
MILLERS MUTUAL INSURANCE COMPANY, (U.S. CLS. 100, 
101 AND 102). SN 75-925,679. PUB. 11-28-2000. FILED 
2-22-2000. 

2,429,928. STAG FOUNDATION LIFE. HARTFORD FIRE IN- 
SURANCE COMPANY, (U.S. CLS. 100, 101 AND 102). SN 
75-936,274. PUB. 11-28-2000. FILED 3-2-2000. 

2,429,949. MISCELLANEOUS DESIGN. NORTHERN TRUST 
CORPORATION, (U.S. CLS. 100, 101 AND 102). SN 75-941,724. 
PUB. 11-28-2000. FILED 3-10-2000. 

2,429,960. WE PUT THE COMMERCE IN E-COMMERCE. US 
MERCHANT SYSTEMS, INC, (U.S. CLS. 100, 101 AND 102). 
SN 75-950,609. PUB. 11-28-2000. FILED 3-1-2000. 

2,429,968. BUSINESSOLVER.COM BRINGING THE POWER 
OF E-BUSINESS TO REAL BUSINESS. 
BUSINESSOLVER.COM, L.L.C., (U.S. CLS. 100, 101 AND 102). 
SN 76-000,268. PUB. 11-28-2000. FILED 3-14-2000. 

2,429,974. CASH IS NOW JUST A CLICK AWAY!. WORLD- 
WIDE FINANCIAL SERVICES, INC., (U.S. CLS. 100, 101 AND 
102). SN 76-001,444. PUB. 11-28-2000. FILED 3-—16~—2000. 

2.429.975. NOBODY BEATS THE GIANT. WORLDWIDE FI- 
NANCIAL SERVICES, INC., (U.S. CLS. 100, 101 AND 102). 
SN 76-001,445. PUB. 11-28-2000. FILED 3-16-2000. 

2,429,979. GREYHOUND CROSSOVER FUND. BULLDOG 
CAPITAL MANAGEMENT LIMITED PARTNERSHIP, (U.S. 
CLS. 100, 101 AND 102). SN 76-003,105. PUB. 11-28-2000. 
FILED 3-17-2000. 

2,429,980. EASY ACCESS TO SMART INVESTMENTS. 
BARCLAYS GLOBAL INVESTORS, N.A., (U.S. CLS. 100, 101 
AND 102). SN 76-003,243. PUB. 11-28-2000. FILED 3-17-2000. 

2,429,981. EXPLORADOR. EXPLORADOR CAPITAL MAN- 
AGEMENT, LLC, (U.S. CLS. 100, 101 AND 102). SN 
76-004,218. PUB. 11-28-2000. FILED 3-20-2000. 

2,429,996. CLAIMSCAN. FINDLEY DAVIES, INC., (U.S. CLS. 
100, 101 AND 102). SN 76-009,158. PUB. 11-28-2000. FILED 
3-24-2000. 

2,430,055. HIGH POINT AND DESIGN. HIGH POINT UNDER- 
WRITING MANAGERS, (U.S. CLS. 100, 101 AND 102). SN 
76-022,245. PUB. 11-28-2000. FILED 4-10-2000. 

2,430,060. HOMEPRIDE AND DESIGN. AUBURN CHAMP, 
INC., (U.S. CLS. 100, 101 AND 102). SN 76—023,027. PUB. 
11-21-2000. FILED 4-11-2000. 

2,430,089. THE INTEGRATED ECONOMIC SOLUTION. J.E. 
WILSON ADVISORS, LLC, (U.S. CLS. 100, 101 AND 102). 
SN 76-027,010. PUB. 11-28-2000. FILED 4-11-2000. 

2,430,092. FLOW. DVI FINANCIAL SERVICES INC., (U.S. CLS. 
100, 101 AND 102). SN 76-029,503. PUB. 11-28-2000. FILED 
4-19-2000. 

2,430,116. ANGEL INVESTING OF THE HIGHEST DEGREE. 
UNIVERSITY ANGELS, INC., (U.S. CLS. 100, 101 AND 102). 
SN 76-057,925. PUB. 11-28-2000. FILED 5-26-2000. 

2,430,138. READYFAX (STYLIZED). TRUST COMPANY OF 
NEW JERSEY, THE, (U.S. CLS. 100, 101 AND 102). SN 
78-008,163. PUB. 11-28-2000. FILED 5-15-2000. 
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CLASS 37—CONSTRUCTION AND REPAIR 


2,429,032. E-PRINT. INDIGO N.V., MULTIPLE CLASS, (INT. 
CLS. 37, 41 AND 42), (U.S. CLS. 100, 101, 103, 106 AND 
107). SN 75-204,767. PUB. 12-7-1999. FILED 11-26-1996. 


2,429,035 (See Class 9 for this trademark). 
2,429,057 (See Class 9 for this trademark). 
2,429,059 (See Class 7 for this trademark). 
2,429,073. WITHDRAWN. 


2,429,078 (See Class 7 for this trademark). 

2,429,106 (See Class | for this trademark). 

2,429,116. ARTCRAFT. ARTCRAFT PRODUCTIONS INC., BY 
ASSIGNMENT PARAMOUNT PICTURES CORPORATION, 
MULTIPLE CLASS, (INT. CLS. 37 AND 39), (U.S. CLS. 100, 
103, 105 AND 106). SN 75-—532,822. PUB. 11-28-2000. FILED 
8-7-1998. 


2,429,160. MISCELLANEOUS DESIGN. MIAMI COMPUTER 
SUPPLY CORPORATION, MULTIPLE CLASS, (INT. CLS. 37 
AND 42), (U.S. CLS. 100, 101, 103 AND 106). SN 75-583,310. 
PUB. 11-28-2000. FILED 11-S-—1998. 


2,429,167 (See Class 6 for this trademark). 

2,429,172. MISCELLANEOUS DESIGN. WAILEA RESORT 
COMPANY, LTD., (U.S. CLS. 100, 103 AND 106). SN 
75-592,625. PUB. 11-28-2000. FILED 11-19-1998. 

2,429,182 (See Class 6 for this trademark). 

2,429,188 (See Class 9 for this trademark). 

2.429.211. ENVIRONMENTAL QUALITY MANAGEMENT, 
INC. ENVIRONMENTAL QUALITY MANAGEMENT, INC., 
MULTIPLE CLASS, (INT. CLS. 37 AND 42), (U.S. CLS. 100, 


101, 103 AND 106). SN 75-633,269. PUB. 11-28-2000. FILED 
1-19-1999. 


2,429,248. PAINTERS WEB AND DESIGN. NETPOSSIBILITIES 
LLC, (U.S. CLS. 100, 103 AND 106). SN 75-668,709. PUB. 
11-28-2000. FILED 3-26-1999. 


2,429,362. BLUE DOT. AND DESIGN. BLUE DOT SERVICES 
INC., MULTIPLE CLASS, (INT. CLS. 37 AND 42), (U.S. CLS. 
100, 101, 103 AND 106). SN 75~-741,781. PUB. 11-28-2000. 
FILED 6-30-1999. 


2,429,395 (See Class 19 for this trademark). 
2,429,469. RESOURCEMONITOR. FISHER CONSULTING 
SERVICES, INC., MULTIPLE CLASS, (INT. CLS. 37 AND 42), 


(U.S. CLS. 100, 101, 103 AND 106). SN 75-789,830. PUB. 
11-28-2000. FILED 8-26-1999. 

2,429,485 (See Class 35 for this trademark). 

2,429,495. THE OASIS AT SAWGRASS MILLS AND DESIGN. 
MILLS LIMITED PARTNERSHIP, THE, (U.S. CLS. 100, 103 
AND 106). SN 75-797,621. PUB. 11-28-2000. FILED 9-13-1999. 

2,429,528 (See Class 35 for this trademark). 

2,429,600. MISCELLANEOUS DESIGN. WELLMAN ENVIRON- 
MENTAL LOGISTICS, LLC., DBA CLEARPOINT CLEANING 
& RECYCLING, (U.S. CLS. 100, 103 AND 106). SN 75-836,781. 
PUB. 11-28-2000. FILED 11-1-1999. 

2,429,662. TURNER INTERNATIONAL. TURNER CORPORA- 
TION, THE, (U.S. CLS. 100, 103 AND 106). SN 75-867,378. 
PUB. 11-28-2000. FILED 12-10-1999. 

2,429,664. M AND DESIGN. GEORGE B.H. MACOMBER COM- 
PANY, (U.S. CLS. 100, 103 AND 106). SN 75-867,625. PUB. 
7-25-2000. FILED 12-9-1999. 

2,429,756. BLUE TECHNOLOGY. PERMASTEELISA S.P.A, 
(U.S. CLS. 100, 103 AND 106). SN 75-899,512. PUB. 
11-28-2000. FILED 1-20-2000. 

2,429,789 (See Class 35 for this trademark). 

2,430,027 (See Class 35 for this trademark). 

2,430,040. THE MUSICIAN-TECHNICIANS. STEWART 
ORGAN SERVICE, INC., (U.S. CLS. 100, 103 AND 106). SN 
76-018,200. PUB. 11-28-2000. FILED 4-6-2000. 

2,430,088. THERE’S NO PLACE LIKE THIS PLACE.. U. S. 
HOME CORPORATION, (U.S. CLS. 100, 103 AND 106). SN 
76-026,958. PUB. 11-28-2000. FILED 4-17-2000. 

2,430,111. TRIPLE LINE OF DEFENSE. WESTERN INDUS- 
TRIES, INC., (U.S. CLS. 100, 103 AND 106). SN 76-038,013. 
PUB. 11-28-2000. FILED 5-1-2000. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 38—COMMUNICATION 


2,429,035 (See Class 9 for this trademark). 

2,429,047 (See Class 9 for this trademark). 

2,429,053 (See Class 9 for this trademark). 

2,429,057 (See Class 9 for this trademark). 

2,429,065. THE LIVE WIRE OF COMMUNICATIONS. RCN 
TELECOM HOLDING COMPANY, BY CHANGE OF NAME 
RCN TELECOM SERVICES, INC., (U.S. CLS. 100, 101 AND 
104). SN 75-432,947. PUB. 11-28-2000. FILED 2-12-1998. 

2,429,085 (See Class 9 for this trademark). 

2,429,087. POWER TRUNK. GST TELECOM, INC., (U.S. CLS. 
100, 101 AND 104). SN 75-491,173. PUB. 11-28-2000. FILED 
5-27-1998. 

2,429,117 (See Class 35 for this trademark). 

2,429,166. WIRELESS GOES TO WORK. ROSEVILLE PCS, 
INC., (U.S. CLS. 100, 101 AND 104). SN 75-587,001. PUB. 
9-26-2000. FILED 11-12-1998. 

2,429,223. CONTRIBUTOR PLAN. COMMUNICATION TELE- 
SYSTEMS INTERNATIONAL, (U.S. CLS. 100, 101 AND 104). 
SN 75-643,714. PUB. 11-28-2000. FILED 2-19-1999. 

2,429,235 (See Class 9 for this trademark). 

2,429,319. WEGE. NORTH AMERICAN BROADCASTING CO., 
(U.S. CLS. 100, 101 AND 104). SN 75-719,475. PUB. 8-8-2000. 
FILED 6-2-1999. 

2,429,320 (See Class 35 for this trademark). 

2,429,363 (See Class 9 for this trademark). 

2,429,364 (See Class 9 for this trademark). 

2,429,365 (See Class 9 for this trademark). 

2,429,366 (See Class 9 for this trademark). 

2,429,389. MISCELLANEOUS DESIGN. ENGAGE NETWORKS, 
INC., MULTIPLE CLASS, (INT. CLS. 38 AND 42), (U.S. CLS. 
100, 101 AND 104). SN 75-751,527. PUB. 11-28-2000. FILED 
7-15-1999. 

2.429.404. EVERITEST ELECTRONIC VERIFICATION & 
TESTING (STYLIZED). QUILTER, ERIC, MULTIPLE CLASS, 
(INT. CLS. 38 AND 39), (U.S. CLS. 100, 101, 104 AND 105). 
SN 75-760,288. PUB. 11-28-2000. FILED 8-19-1999. 

2,429,406 (See Class 35 for this trademark). 

2,429,422. FREE YOURSELF. I-LINK INCORPORATED, (U.S. 
CLS. 100, 101 AND 104). SN 75-768,425. PUB. 11-28-2000. 
FILED 8-5-1999. 

2,429,456. FOCAL VIRTUAL OFFICE. FOCAL COMMUNICA- 
TIONS CORPORATION, (U.S. CLS. 100, 101 AND 104). SN 
75-786,390. PUB. 11-28-2000. FILED 8-26-1999. 

2,429,463 (See Class 9 for this trademark). 

2,429,492 (See Class 9 for this trademark). 

2,429,506. LIGHTNING ALARM. GLOBAL ATMOSPHERICS, 
INC., (U.S. CLS. 100, 101 AND 104). SN 75-800,853. PUB. 
11-28-2000. FILED 9-15-1999. 

2.429.535. EZWV.COM. CENTRAL CITY ON-LINE, INC., (U.S. 
CLS. 100, 101 AND 104). SN 75-812,429. PUB. 11-28-2000. 
FILED 10-1-1999. 

2,429,550 (See Class 35 for this trademark). 

2,429,602. MAKE THE WORLD YOUR HOME. STARSEED 
ENTERPRISES AG, (U.S. CLS. 100, 101 AND 104). SN 
75-837,530. PUB. 11-28-2000. FILED 11-1-—1999. 

2,429,731 (See Class 35 for this trademark). 

2,429,751. FOX SPORTS NET AND DESIGN. TWENTIETH 
CENTURY FOX FILM CORPORATION, (U.S. CLS. 100, 101 
AND 104). SN 75-898,653. PUB. 11-28-2000. FILED 1-19-2000. 

2,429,841. THE ALL-DAY BRAIN FOOD. CLEVELAND PUB- 
LIC RADIO, (U.S. CLS. 100, 101 AND 104). SN 75-921,513. 
PUB. 11-28-2000. FILED 2-17-2000. 

2,429,877. D.S. LYNX AND DESIGN. BUSINESS TELECOMM, 
INC., (U.S. CLS. 100, 101 AND 104). SN 75-925,992. PUB. 
11-28-2000. FILED 2-22-2000. 

2,429,938. GILA RIVER TELECOMMUNICATIONS, INC. 
AND DESIGN. GILA RIVER TELECOMMUNICATIONS, INC.. 
(U.S. CLS. 100, 101 AND 104). SN 75-938,054. PUB. 
11-28-2000. FILED 3-7-2000. 

2,429,988. NEWSKIES. NEW SKIES SATELLITES N.V., (U.S. 
CLS. 100, 101 AND 104). SN 76-006,530. PUB. 11-28-2000. 
FILED 3-21-2000. 

2,429,993. WMVP. ABC, INC., (U.S. CLS. 100, 101 AND 104). 
SN 76-007,992. PUB. 11-28-2000. FILED 3-23-2000. 

2.430.073 (See Class 16 for this trademark). 
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2,430,078. HBN. HERBALIFE INTERNATIONAL, INC., (U.S. 
CLS. 100, 101 AND 104). SN 76-024,825. PUB. 11-28-2000. 
FILED 4-13-2000. 


CLASS 39—TRANSPORTATION AND 
STORAGE 


2,429,030. AMR AND DESIGN. AMERICAN MEDICAL RE- 
SPONSE, INC., MULTIPLE CLASS, (INT. CLS. 39 AND 42), 
(U.S. CLS. 100, 101 AND 105). SN 75-134,611. PUB. 11—2-1999. 
FILED 7-15-1996. 

2,429,116 (See Class 37 for this trademark). 

2,429,134. CLEARWATER YELLOW CAB AND DESIGN. 
CAM-JO, INC., (U.S. CLS. 100 AND 105). SN 75-555,694. PUB. 
10-26-1999. FILED 9-18-1998. 

2,429,153. AGGTRANS. AGGREGATE TRANSPORT CORPORA- 
TION, (U.S. CLS. 100 AND 105). SN 75-—575,538. PUB 
11-28-2000. FILED 9-21-1998. 

2,429,168. UNITED STATES ENVIRONMENTAL TRAINING 
INSTITUTE AND DESIGN. CONCURRENT TECHNOLOGIES 
CORPORATION, BY MERGER UNITED STATES ENVIRON- 
MENTAL TRAINING INSTITUTE (USETI), MULTIPLE CLASS, 
(INT. CLS. 39, 41 AND 42), (U.S. CLS. 100, 101, 105 AND 
107). SN 75-590,323. PUB. 11-28-2000. FILED 11-17-1998. 

2,429,246. MAYESH WHOLESALE FLORIST, INC. AND DE- 
SIGN. MAYESH WHOLESALE FLORIST, INC., (U.S. CLS. 100 
AND 105). SN 75-667,843. PUB. 11-28-2000. FILED 8-14-1998. 

2,429,263 (See Class 35 for this trademark). 

2,429,404 (See Class 38 for this trademark). 

2,429,671 (See Class 35 for this trademark). 

2,429,713. THE WORLD’S MOST BEAUTIFUL VOYAGE. 
NORWEGIAN COASTAL VOYAGE INC., (U.S. CLS. 100 AND 
105). SN 75-886,933. PUB. 11-28-2000. FILED 1-4-2000. 

2,429,715 (See Class 35 for this trademark). 

2,429,789 (See Class 35 for this trademark). 

2,429,828. AGL PROPANE AND DESIGN. AGL RESOURCES 
INC., (U.S. CLS. 100 AND 105). SN 75-919,783. PUB. 
11-28-2000. FILED 2-15-2000. 

2,429,850. YOUR EXPERIENCE BEGINS WITH OURS.. 
CARLSON TRAVEL GROUP, INC., (U.S. CLS. 100 AND 105). 
SN 75-922,627. PUB. 11-28-2000. FILED 2-18-2000. 

2,429,917. HAWAIIAN TRAVEL AND DESIGN. HAWAIIAN 
TRAVEL, INC., MULTIPLE CLASS, (INT. CLS. 39 AND 42), 
(U.S. CLS. 100, 101 AND 105). SN 75-934,226. PUB. 
11-28-2000. FILED 3-3-2000. 

2,429,932. NORTHWESTERN AND’ DESIGN. NORTH- 
WESTERN CORPORATION, (U.S. CLS. 100 AND 105). SN 
75-937,310. PUB. 11-28-2000. FILED 3-7-2000. 

2,429,934. NORTHWESTERN AND DESIGN. NORTH- 
WESTERN CORPORATION, (U.S. CLS. 100 AND 105). SN 
75-937,315. PUB. 11-28-2000. FILED 3-7-2000. 

2,430,011 (See Class 16 for this trademark). 

2,430,027 (See Class 35 for this trademark). 

2,430,074. GOURMET LUNCHES AT YOUR FINGERTIPS. 
WAITERS ON WHEELS, INC., (U.S. CLS. 100 AND 105). SN 
76-024,598. PUB. 11-28-2000. FILED 4-12-2000 


CLASS 40—MATERIAL TREATMENT 


2,429,059 (See Class 7 for this trademark). 

2,429,130 (See Class 35 for this trademark) 

2,429,131. ALUMITEK. TRANSISTOR DEVICES, 
CLS. 100, 103 AND 106). SN 75-555,375. PUB. 
FILED 9-18-1998. 

2,429,145 (See Class 35 for this trademark). 

2,429,200 (See Class 22 for this trademark). 

2,429,332. WEIDMANN. WICOR HOLDING AG, (U.S. CLS. 100, 
103 AND 106). SN 75--726,999. PUB. 11-28-2000. FILED 
6-3-1999. 

2,429,451. RECLAMATION TECHNOLOGIES AND DESIGN. 
LUBRICANT TECHNOLOGIES, LLC, MULTIPLE CLASS, (INT. 
CLS. 40, 41 AND 42), (U.S. CLS. 100, 101, 103, 106 AND 
107). SN 75-784,554. PUB. 11-28-2000. FILED 8-25-1999. 
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2,429,504 (See Class 10 for this trademark). 

2,429,639 (See Class 7 for this trademark). 

2,429,648. GETTIG AND DESIGN. GETTIG TECHNOLOGIES, 
INC., (U.S. CLS. 100, 103 AND 106). SN 75-859,918. PUB. 
11-28-2000. FILED 11-30-1999. 

2,429,730. SILICON HILLS DESIGN. SILICON HILLS DESIGN, 
INC., MULTIPLE CLASS, (INT. CLS. 40 AND 42), (U.S. CLS. 
100, 101, 103 AND 106). SN 75-891,175. PUB. 11-28-2000. 
FILED 1-7-2000. 

2,429,789 (See Class 35 for this trademark). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


2,429,031 (See Class 9 for this trademark). 

2,429,032 (See Class 37 for this trademark). 

2,429,033. PRODUCTION PARTNERS INC. PRODUCTION 
PARTNERS, INC., (U.S. CLS. 100, 101 AND 107). SN 
75-205,122. PUB. 11-28-2000. FILED 11-27-1996. 

2,429,053 (See Class 9 for this trademark). 

2,429,075. MR. INTERNET. RUSSER, MICHAEL J., (U.S. CLS. 
100, 101 AND 107). SN 75-462,458. PUB. 11-28-2000. FILED 
4-6-1998. 

2,429,092. E=MC2 AND DESIGN. E=MC2, INC., MULTIPLE 
CLASS, (INT. CLS. 41 AND 42), (U.S. CLS. 100, 101 AND 
107). SN 75-—S03,132. PUB. 11-28-2000. FILED 6-16-1998. 

2,429,108. LU LIFE UNIVERSITY (STYLIZED). LIFE UNIVER- 
SITY, INC., (U.S. CLS. 100, 101 AND 107). SN 75-523,125. 
PUB. 2-22-2000. FILED 7-21-1998. 

2,429,146 (See Class 35 for this trademark). 

2,429,147 (See Class 35 for this trademark). 

2,429,155 (See Class 9 for this trademark). 

2,429,168 (See Class 39 for this trademark). 

2,429,174. SILENT PARTNERS. MERRIN, SCOTT, AND 
MERRIN, MARIA, (U.S. CLS. 100, 101 AND 107). SN 
75-595,436. PUB. 11-28-2000. FILED 11-25-1998. 

2,429,178. THE GOLF CARD GRASSHOPPERS AND DESIGN. 
GOLF CARD INTERNATIONAL CORP., (U.S. CLS. 100, 101 
AND 107). SN _ 75-596,765. PUB. 11-28-2000. FILED 
11-27-1998. 

2,429,183 (See Class 9 for this trademark). 

2,429,206. MISCELLANEOUS DESIGN. SPADER, DUANE G., 
(U.S. CLS. 100, 101 AND 107). SN 75-628,680. PUB. 
11-28-2000. FILED 1-26-1999. 

2,429,247. QUICKDRAW. QUICKDRAW, (U.S. CLS. 100, 101 
AND 107). SN 75-667,926. PUB. 11-23-1999. FILED 3-25-1999. 

2,429,249. IMPERSONAL ENLIGHTENMENT FELLOWSHIP. 
MOKSHA FOUNDATION, INC., (U.S. CLS. 100, 101 AND 107). 
SN 75-669,135. PUB. 11-28-2000. FILED 3-26-1999. 

2,429,263 (See Class 35 for this trademark). 

2,429,268. SLOTWORLD AND DESIGN. SLOTWORLD, INC., 
BY CHANGE OF NAME SMATAY, INC., (U.S. CLS. 100, 101 
AND 107). SN 75-681,963. PUB. 11-28-2000. FILED 4-15-1999. 

2,429,274. PET PERCEPTION MANAGEMENT. _ TRIPP, 
ROLAN, DBA VETERINARY TELECOMMUNICATIONS, (U.S. 
CLS. 100, 101 AND 107). SN 75-688,907. PUB. 11-28-2000. 
FILED 4-23-1999. 

2,429,279. NEW HAMPSHIRE ANTIQUES SHOW AND DE- 
SIGN. NEW HAMPSHIRE ANTIQUES DEALERS ASSOCIA- 
TION, INC., (U.S. CLS. 100, 101 AND 107). SN 75-694,687. 
PUB. 11-28-2000. FILED 4-29-1999. 

2,429,282. DOTSERO. NEIGHBORHOOD PRODUCTIONS, DBA 
DOTSERO, (U.S. CLS. 100, 101 AND 107). SN 75-696,354. PUB. 
11-28-2000. FILED 5-3-1999. 

2.429.289. PLATINUM CABARET. SHAFFER, JAMES E., DBA 
PLATINUM CABARET, (U.S. CLS. 100, 101 AND 107). SN 
75-699 ,378. PUB. 11-28-2000. FILED 5-7-1999. 

2,429,307 (See Class 35 for this trademark). 

2,429,312. CATEGORY MASTERS. A.C. NIELSEN COMPANY, 
(U.S. CLS. 100, 101 AND 107). SN _ 75-717,056. PUB. 
11-28-2000. FILED 5-28-1999. 

2,429,320 (See Class 35 for this trademark). 

2,429,323. BASIC ORIENTATION PLUS. ASSOCIATION OF 
RECIPROCAL SAFETY COUNCILS, INC., (U.S. CLS. 100, 101 
AND 107). SN 75-721,468. PUB. 11-28-2000. FILED 6-4-1999. 
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2,429,328. REVOLUTIONIZING CABLE TECHNOLOGY. 
CABLE TELEVISION LABORATORIES, INC., (U.S. CLS. 100, 
101 AND 107). SN 75-723,515. PUB. 11-28-2000. FILED 
6-8-1999. 

2,429,351. JAZZYFATNASTEES. MOORE, TRACEY, AND 
MARTINEZ, MERCEDES, (U.S. CLS. 100, 101 AND 107). SN 
75-734,601. PUB. 11-28-2000. FILED 6-21-1999. 

2,429,379. PARLO LANGUAGE. CULTURE. LIFE (STYL- 
IZED). PARLO INC., AND PARLO INC., BY CHANGE OF 
NAME; BY CHANGE OF NAME ADIPOSE MEDIA, INC., (U.S. 
CLS. 100, 101 AND 107). SN 75-748,045. PUB. 11-—7-2000 
FILED 7-12-1999. 

2,429,380. PARLO. PARLO INC., AND PARLO INC., BY 
CHANGE OF NAME; BY CHANGE OF NAME ADIPOSE 
MEDIA, INC., (U.S. CLS. 100, 101 AND 107). SN 75-748,046 
PUB. 11—7-2000. FILED 7-12-1999. 

2,429,382. FRONTIER RANCH. YOUNG LIFE, (U.S. CLS. 100, 
101 AND 107). SN 75-748,917. PUB. 11-28-2000. FILED 
7-12-1999. 

2,429,399. FORTUNATUS AND DESIGN. STEHR, JAMES A., 
(U.S. CLS. 100, 101 AND 107). SN 75-757,348. PUB. 
11-28-2000. FILED 7-6-1999. 

2,429,403. REINDEER RUN. ON THE RUN, INC., (U.S. CLS. 
100, 101 AND 107). SN 75—759,321. PUB. 11-28-2000. FILED 
7-26-1999. 

2.429.416 (See Class 16 for this trademark). 

2,429,425. THE JUKKA BROS... VIACOM INTERNATIONAL 
INC., (U.S. CLS. 100, 101 AND 107). SN 75-769,820. PUB. 
11-28-2000. FILED 8-6-1999. 

2,429,451 (See Class 40 for this trademark). 

2,429,457 (See Class 16 for this trademark). 

2,429,473. ADVANCED HYPNOSIS SERVICES & TRAINING 
CENTER AND DESIGN. ADVANCED HYPNOTHERAPY 
SERVICES, INC., (U.S. CLS. 100, 101 AND 107). SN 75-791,095. 
PUB. 11-14-2000. FILED 9-2-1999. 

2,429,475 (See Class 16 for this trademark). 

2,429,476 (See Class 16 for this trademark). 

2,429,482 (See Class 16 for this trademark). 

2,429,486 (See Class 9 for this trademark). 

2,429,497. SEEKING SOLUTIONS WITH SUZANNE. ROB- 
ERTS, SUZANNE F., (U.S. CLS. 100, 101 AND 107). SN 
75-798,161. PUB. 11-28-2000. FILED 9-13-1999. 

2,429,502 (See Class 6 for this trademark). 

2,429,513. LIVE WIRE GRAPHICS. WINSTON PRINTING 
COMPANY, (U.S. CLS. 100, 101 AND 107). SN 75-801,825. 
PUB. 10-10-2000. FILED 9-20-1999. 

2,429,516. NATIONAL CENTER FOR PASTORAL LEADER- 
SHIP. NATIONAL CENTER FOR PASTORAL LEADERSHIP, 
INC., (U.S. CLS. 100, 101 AND 107). SN 75-803,561. PUB. 
11-28-2000. FILED 9-20-1999. 

2,429,544. Y AND DESIGN. NATIONAL COUNCIL OF YOUNG 
MEN’S CHRISTIAN ASSOCIATIONS, THE, (U.S. CLS. 100, 101 
AND 107). SN 75-816,165. PUB. 11-28-2000. FILED 10-5-1999. 

2,429,548 (See Class 16 for this trademark). 

2,429,561. LABORATORY INSTITUTE OF MERCHAN- 
DISING. LABORATORY INSTITUTE OF MERCHANDISING, 
(U.S. CLS. 100, 101 AND 107). SN 75-823.271. PUB. 
11-28-2000. FILED 10-16-1999. 

2,429,568. GOLF MAGAZINE. TIMES MIRROR MAGAZINES, 
INC., (U.S. CLS. 100, 101 AND 107). SN 75-824,994. PUB. 
11-28-2000. FILED 10-18-1999. 

2,429,644 (See Class 35 for this trademark). 

2,429,661. STOMP A’RAMA. GARTRELL, SPENCER, (U.S. CLS. 
100, 101 AND 107). SN 75-867,201. PUB. 11-28-2000. FILED 
10-30-1999. 

2,429,675. 13TH ASYLUM. STROTHER, BRENT, (U.S. CLS. 100, 
101 AND 107). SN 75-874,242. PUB. 7-25-2000. FILED 
12-18-1999. 

2,429,680. SCHNUCKS VIDEO CLUB’ AND _ DESIGN. 
SCHNUCK MARKETS, INC., (U.S. CLS. 100, 101 AND 107). 
SN 75-875,998. PUB. 11-28-2000. FILED 10-20-1999. 

2,429,689 (See Class 9 for this trademark). 

2,429,695. ELKA CHILD EDUCATIONAL CENTER “THE 
KEY TO GROWTH” AND DESIGN. ELKA CHILD EDU- 
CATION CENTER, INC., (U.S. CLS. 100, 101 AND 107). SN 
75-883,337. PUB. 11-28-2000. FILED 12-30-1999. 

2,429,703. THE CHURCHILLS (STYLIZED). CHURCHILLS, 
THE, (U.S. CLS. 100, 101 AND 107). SN 75-885,837. PUB. 
11-28-2000. FILED 12-28-1999. 
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2,429,705. MISCELLANEOUS DESIGN. JULYE NEWLIN PRO- 
DUCTIONS, INC., (U.S. CLS. 100, 101 AND 107). SN 
75-886,048. PUB. 11-28-2000. FILED 1-3-2000. 

2,429,707. MISCELLANEOUS DESIGN. FLORIDA OPTO- 
METRIC ASSOCIATION INC., MULTIPLE CLASS, (INT. CLS. 
41 AND 42), (U.S. CLS. 100, 101 AND 107). SN 75--886,237. 
PUB. 11-28-2000. FILED 1-3-2000. 

2,429,709. RSIS. RS INFORMATION SYSTEMS, INC., MUL- 
TIPLE CLASS, (INT. CLS. 41 AND 42), (U.S. CLS. 100, 101 
AND 107). SN 75-886,414. PUB. 11-28-2000. FILED 1-5-2000. 

2,429,712. EVERYTHINGJEWISH.COM. EVERYTHING JEW- 
ISH INC., (U.S. CLS. 100, 101 AND 107). SN 75-886,870. PUB. 
11-28-2000. FILED 1-5-2000. 

2,429,714. FAMILY HOPE. FAMILY HOPE SERVICES, INC., 
MULTIPLE CLASS, (INT. CLS. 41 AND 42), (U.S. CLS. 100, 
101 AND 107). SN 75-887,648. PUB. 11-28-2000. FILED 
1-5-2000. 

2,429,721. NILE. HARCOURT, INC., (U.S. CLS. 100, 101 AND 
107). SN 75-888,558. PUB. 10-10-2000. FILED 1-7-2000. 

2,429,723. TRIPLE CROWN DOG ACADEMY. TRIPLE 
CROWN DOG ACADEMY, INC., MULTIPLE CLASS, (INT. 
CLS. 41 AND 42), (U.S. CLS. 100, 101 AND 107). SN 
75-889,131. PUB. 11-28-2000. FILED 1-6-2000. 

2,429,727. WHEN ADAM FIRST MET EVE THAT’S WHEN 
THEBLUES STARTED. MCKENNA'S BLUES, BOOZE & BBQ, 
INC., MULTIPLE CLASS, (INT. CLS. 41 AND 42), (U.S. CLS. 
100, 101 AND 107). SN 75-890,658. PUB. 11-28-2000. FILED 
1-6-2000 

2,429,735. PRESCRIPTION RECORDING. SOMORACKI, MI- 
CHAEL C., (U.S. CLS. 100, 101 AND 107). SN 75-894,331. 
PUB. 11-28-2000. FILED 1-11-2000. 

2,429,736. JESUS NO EQUAL. REACH OUT MINISTRIES, INC., 
(U.S. CLS. 100, 101 AND 107). SN_= 75-894,567. PUB. 
11-28-2000. FILED 1-11-2000. 

2,429,750. KICKS AGAINST BREAST CANCER. HOWARD 
COUNTY GENERAL HOSPITAL, INC., (U.S. CLS. 100, 101 
AND 107). SN 75-898,497. PUB. 11-28-2000. FILED 1-18-2000. 

2,429,758. PRINTRIT. ROCHESTER INSTITUTE OF TECH- 
NOLOGY, (U.S. CLS. 100, 101 AND 107). SN 75-899,652. PUB. 
11-28-2000. FILED 1-20-2000. 

2.429.769. PROJECT GOLD. UNITED STATES OLYMPIC COM- 
MITTEE, (U.S. CLS. 100, 101 AND 107). SN 75-903,391. PUB. 
11-28-2000. FILED 1-24-2000. 

2,429,789 (See Class 35 for this trademark). 

2,429,804. U-DAP. BR CONSULTING, INC., (U.S. CLS. 100, 101 
AND 107). SN 75-913,782. PUB. 11-28-2000. FILED 2-7-2000. 

2,429,822 (See Class 9 for this trademark). 

2,429,827. MISCELLANEOUS DESIGN. CAMPING AND EDU- 
CATIONAL FOUNDATION, INC., (U.S. CLS. 100, 101 AND 
107). SN 75-919,782. PUB. 11-28-2000. FILED 2-16-2000. 

2,429,836. THE INNOVATORS, NOT THE IMITATORS. PER- 
SON/WOLINSKY TECHNOLOGIES, INC., (U.S. CLS. 100, 101 
AND 107). SN 75-920,907. PUB. 11-28-2000. FILED 2-16-2000. 

2,429,878. FACT. UNIVERSAL TECHNICAL INSTITUTE, INC., 
(U.S. CLS. 100, 101 AND 107). SN = 75-926,045. PUB. 
11-28-2000. FILED 2-23-2000. 

2.429.886. 7 HEAVEN (STYLIZED). PARK PLACE ENTER- 
TAINMENT CORPORATION, (U.S. CLS. 100, 101 AND 107). 
SN 75-927,534. PUB. 11-28-2000. FILED 2-25-2000. 

2,429,890 (See Class 35 for this trademark). 

2.429.893. A THE ANTIQUE AND CLASSIC BOAT SOCIETY 
INC AND DESIGN. ANTIQUE AND CLASSIC BOAT SOCIETY 
INC., THE, (U.S. CLS. 100, 101 AND 107). SN 75-928,351. 
PUB. 11-28-2000. FILED 2-26-2000. 

2.429.896. UNIVERSAL SUPERSTARS. UNIVERSAL SUPER- 
STARS ASSOCIATION, INC., (U.S. CLS. 100, 101 AND 107). 
SN 75-928,780. PUB. 11-28-2000. FILED 2-25-2000. 

2,429,908 (See Class 35 for this trademark). 

2.429.926. BLUES BASH. ERWIN, GARY, (U.S. CLS. 100, 101 
AND 107). SN 75-936,073. PUB. 11-28-2000. FILED 3-6-2000. 

2,429,929 (See Class 9 for this trademark). 

2.429.955. JENSEN LEARNING CORPORATION. JENSEN 
LEARNING CORPORATION, (U.S. CLS. 100, 101 AND 107). 
SN 75-943,049. PUB. 11-28-2000. FILED 3-13-2000. 

2,429,976. GXT GENERATION X-TREME. PEACOCK, MARK 
D., (U.S. CLS. 100, 101 AND 107). SN 76-001,985. PUB. 
11-28-2000. FILED 3-16-2000. 
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2.429.977. RUSK WITHOUT WALLS. INTERNATIONAL 
COUNCIL FOR CARING COMMUNITIES, INC., (U.S. CLS. 100, 
101 AND 107). SN 76-002,434. PUB. 11-28-2000. FILED 
3-16-2000. 

2,429,983 (See Class 35 for this trademark). 

2,430,003. LEARNING BRAIN EXPO. BRAIN STORE, INC., 
THE, (U.S. CLS. 100, 101 AND 107). SN 76~-010,066. PUB. 
11-28-2000. FILED 3-27-2000. 

2,430,004. RABBIT HILL WRITERS’ STUDIO. ALDERSON, 
DUNCAN W., (U.S. CLS. 100, 101 AND 107). SN 76-010,116. 
PUB. 11-28-2000. FILED 3-27-2000 

2.430.006. WRESTLE THE WORLD. BRANDS, THOMAS N., 
(US. CLS. 100, 101 AND 107). SN 76-010,819. PUB. 
11-28-2000. FILED 3-28-2000. 

2,430,008 (See Class 9 for this trademark). 

2,430,012. NATIONAL CHILD ABUSE DEFENSE & RE- 
SOURCE CENTER. NATIONAL CHILD ABUSE DEFENSE 
AND RESOURCE CENTER, INC., (U.S. CLS. 100, 101 AND 
107). SN 76-012,493. PUB. 11-28-2000. FILED 3-28-2000. 

2,430,016. PERSONALIZATION SUMMIT. NET  PERCEP- 
TIONS, INC., (U.S. CLS. 100, 101 AND 107). SN 76—013,567 
PUB. 11-28-2000. FILED 3-30-2000. 

2,430,019. SUGARLOAFCRAFTS.COM. SUGARLOAF MOUN- 
TAIN WORKS, INC., (U.S. CLS. 100, 101 AND 107). SN 
76—013,582. PUB. 11-28-2000. FILED 3-30-2000. 

2,430,038. UNSIGNED HYPE. SOURCE ENTERPRISES. INC.., 
(U.S. CLS. 100, 101 AND 107). SN 76-017,718. PUB. 
11—28-2000. FILED 4-5-2000. 

2,430,047. MBA IN A DAY. STRALSER, STEVEN, (U.S. CLS. 
100, 101 AND 107). SN 76-020,456. PUB. 11-28-2000. FILED 
4-10-2000. 

2,430,062. THE SKY’S THE LIMIT. DOULOS MINISTRIES, 
INC., (U.S. CLS. 100, 101 AND 107). SN 76-023,116. PUB. 
11-28-2000. FILED 4-11-2000 

2,430,070. SMART SITTER. SMART GROUP, INC.. 
100. 101 AND 107). SN 76-024.286. PUB. 
4-12-2000. 

2,430,075. YOUR FUTURE PAYCHECK. WOMEN’S INSTI- 
TUTE FOR A SECURE RETIREMENT, (U.S. CLS. 100, 101 
AND 107). SN 76-024,604. PUB. 11-28-2000. FILED 4—13-2000. 

2,430,083. POPS GOES THE FOURTH!. HEARST-ARGYLE 
STATIONS, INC., (U.S. CLS. 100, 101 AND 1067). SN 
76-025,533. PUB. 11-28-2000. FILED 4—13-2000. 

2,430,095. DREAMLAND FOREST. DOLLYWOOD COMPANY, 
THE, (U.S. CLS. 100, 101 AND 107). SN 76-029,636. PUB. 
11-28-2000. FILED 4-18-2000. 

2,430,096. LOOSE CANNONS. DESPERTT, 
100, 101 AND 107). SN 76-030,291. PUB. 
4-21-2000. 

2,430,103. MISCELLANEOUS DESIGN. KSL HOTEL COR- 
PORATION, MULTIPLE CLASS, (INT. CLS. 41 AND 42), (U.S. 
CLS. 100, 101 AND 107). SN 76-032,703. PUB. 11-28-2000. 
FILED 4-24-2000. 

2,430,119. WOODGUY. BERRY, GEORGE, (U.S. CLS. 100, 101 
AND 107). SN 78-000,205. PUB. 11-28-2000. FILED 3-21-2000. 

2,430,120 (See Class 16 for this trademark). 

2,430,124. ”*SOFT SEATS ONLY BELONG IN MOVIE THEA- 
TERS.’’. CASTALDI, TINA RENEE, (U.S. CLS. 100, 101 AND 
107). SN 78-001,934. PUB. 11-28-2000. FILED 3-30-2000. 

2,430,129. WILD’N WACKY CHALLENGE AND DESIGN. 
POWERHOUSE ENTERTAINMENT, INC., (U.S. CLS. 100, 101 
AND 107). SN 78-005,554. PUB. 11-28-2000. FILED 4-25-2000 

2,430,134. FUTURE OF WRESTLING. FUTURE OF WRES- 
TLING INC., (U.S. CLS. 100, 101 AND 107). SN 78-006,469. 
PUB. 11-28-2000. FILED 5-2-2000. 

2,430,140. SERENITY BY DESIGN. LONG, DONNA J., 
CLS. 100, 101 AND 107). SN 78-009,208. PUB. 
FILED 5-22-2000. 
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2,429,022. CAFE CENTRO AND DESIGN. 
SOCIATES, INC., (US. CL. 100) 
12-26-2000. FILED 8-3-1994. 

2,429,030 (See Class 39 for this trademark). 
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2,429,032 (See Class 37 for this trademark) 

2,429,035 (See Class 9 for this trademark). 

2,429,036 (See Class 16 for this trademark). 

2.429.045. INTERNET CONCEPTS LLC AND DESIGN. INTER- 
NET CONCEPTS, LLC, (U.S. CLS. 100 AND 101). SN 
75-315,676. PUB. 4-4-2000. FILED 6-10-1997. 

2,429,053 (See Class 9 for this trademark). 

2,429,056. SECURITY SOLUTIONS ONLINE. INTERTEC PUB- 
LISHING CORPORATION, BY CHANGE OF NAME; BY 
CHANGE OF NAME INTERTEC PUBLISHING CORPORA- 
TION, (U.S. CLS. 100 AND 101). SN 75-388,264. PUB. 
11-28-2000. FILED 11-12-1997. 

2,429,058 (See Class 35 for this trademark). 

2,429,061 (See Class 36 for this trademark). 

2,429,069. SPYBIZ (STYLIZED). BANQUE CONTEMPO CORP.. 
(U.S. CLS. 100 AND 101). SN 75-443,032. PUB. 11-28-2000. 
FILED 3-2-1998. 

2,429,071. TRIHEALTH. TRIHEALTH, INC., (U.S. CLS. 100 
AND 101). SN 75-445,999. PUB. 11-28-2000. FILED 3-6-1998. 

2,429,073 (See Class 37 for this trademark). 

2,429,082. ASIP. AMERICAN SOCIETY FOR INVESTIGATIVE 
PATHOLOGY, INC., (U.S. CLS. 100 AND 101). SN 75-475,330. 
PUB. 11-28-2000. FILED 4-27-1998. 

2,429,086. GRAPHICS FACTORY AND DESIGN. DIVERSIFIED 
PRINTING SERVICES, INC., (U.S. CLS. 100 AND 101). SN 
75-484,221. PUB. 11-28-2000. FILED 5-13-1998. 

2,429,092 (See Class 41 for this trademark). 

2,429,093. SHORE HEALTH SYSTEM AND DESIGN. SHORE 
HEALTH SYSTEM, INC., (U.S. CLS. 100 AND 101). SN 
75-503,301. PUB. 11-28-2000. FILED 6-17-1998. 

2,429,094. SHORE WORKS AND DESIGN. SHORE HEALTH 
SYSTEM, INC., (U.S. CLS. 100 AND 101). SN 75-503,306. PUB. 
11-28-2000. FILED 6-17-1998. 

2,429,095. SHORE FAMILY PRACTICE AND DESIGN. SHORE 
HEALTH SYSTEM, INC., (U.S. CLS. 100 AND 101). SN 
75-503,307. PUB. 11-28-2000. FILED 6-17-1998. 

2.429.096. SHORE CLINICAL FOUNDATION AND DESIGN. 
SHORE HEALTH SYSTEM, INC., (U.S. CLS. 100 AND 101). 
SN 75-503,315. PUB. 11-28-2000. FILED 6-17-1998. 

2,429,097. SHORE HEALTH LABORATORIES AND DESIGN. 
SHORE HEALTH SYSTEM, INC., (U.S. CLS. 100 AND 101) 
SN 75-503,784. PUB. 11-28-2000. FILED 6-17-1998. 

2,429,099. SHORE INTERNAL MEDICINE AND DESIGN. 
SHORE HEALTH SYSTEM, INC., (U.S. CLS. 100 AND 101). 
SN 75-504,271. PUB. 11-28-2000. FILED 6-18-1998. 

2,429,102. MARTHA’S SCRAPBOOK. MARTHA STEWART 
LIVING OMNIMEDIA LLC, (U.S. CLS. 100 AND 101). SN 
75-516,346. PUB. 11-28-2000. FILED 7-9-1998. 

2,429,106 (See Class | for this trademark). 

2,429,107. SMRT AND DESIGN. SMRT, INC., (U.S. CLS. 100 
AND 101). SN 75-521,571. PUB. 11-28-2000. FILED 7-20-1998 

2,429,114 (See Class 9 for this trademark). 

2,429,121. INNOVATIVE EMERGENCY MANAGEMENT IN- 
CORPORATED AND DESIGN. INNOVATIVE EMERGENCY 
MANAGEMENT, INC., (U.S. CLS. 100 AND 101). SN 
75-540,417. PUB. 11-28-2000. FILED 8-21-1998. 

2,429,129. NN NETNATION AND DESIGN. NETNATION COM- 
MUNICATIONS (CANADA) INC., (U.S. CLS. 100 AND 101). 
SN 75-553,768. PUB. 11-28-2000. FILED 9-15-1998. 

2,429,133. USCAR. UNITED STATES COUNCIL FOR AUTO- 
MOTIVE RESEARCH, (U.S. CLS. 100 AND 101). SN 
75-555,546. PUB. 11-28-2000. FILED 9-21-1998. 

2,429,136. USCAR AND DESIGN. U.S. COUNCIL FOR AUTO- 
MOTIVE RESEARCH, (U.S. CLS. 100 AND 101). SN 
75-555,910. PUB. 11-28-2000. FILED 9-21-1998 

2,429,142. WOMENCARE AND DESIGN. THE TRUSTEES OF 
THE CENTER FOUNDATION, A PENNSYLVANIA CHARI- 
TABLE TRUST, THE TRUSTEES COMPRISING MICHAEL J.J. 
CAMPBELL, GAIL P. CAMPBELL, MICHAEL S. CAMPBELL, 
SUSAN K. GARRISON, AND PAMELA G. PHELAN, ALL U.S. 
CITIZENS, (U.S. CLS. 100 AND 101). SN 75-564,355. PUB. 
11-28-2000. FILED 10-5-1998. 

2,429,145 (See Class 35 for this trademark). 

2,429,147 (See Class 35 for this trademark). 

2,429,149. THE WALTER J. TRAVIS SOCIETY. WALTER J. 
TRAVIS SOCIETY, THE, (U.S. CLS. 100 AND 101). SN 
75-568,869. PUB. 11-28-2000. FILED 10-13-1998. 

2,429,152. VISIONCAFE.COM. SMARTVISION LLC, (U.S. CLS. 
100 AND 101). SN 75-572,192. PUB. 11-28-2000. FILED 
10-16-1998. 
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2,429,160 (See Class 37 for this trademark). 

2,429,168 (See Class 39 for this trademark). 

2,429,183 (See Class 9 for this trademark). 

2,429,186 (See Class | for this trademark). 

2,429,192 (See Class 16 for this trademark). 

2,429,198. DBH. DAY, BERRY & HOWARD LLP, (U.S. CLS. 
100 AND 101). SN 75-621,434. PUB. 11-28-2000. FILED 
1-14-1999. 

2,429,205. PERSON-CENTERED LIVING. BELMONTCORP, 
(U.S. CLS. 100 AND 101). SN 75-626,769. PUB. 11-28-2000. 
FILED 1-25--1999. 

2,429,209. WITHDRAWN 

2,429,211 (See Class 37 for this trademark). 

2,429,222 (See Class 16 for this trademark) 

2,429,230. EXPERIENCE THE POWER OF KNOWLEDGE!. 
SAAMA TECHNOLOGIES, INC., (U.S. CLS. 100 AND 101). 
SN 75-650,627. PUB. 9-12-2000. FILED 3—5--1999. 

2,429,235 (See Class 9 for this trademark). 

2,429,251. PATH AND DESIGN. PROFESSIONAL ASSOCIA- 
TION OF TREATMENT HOMES, (U.S. CLS. 100 AND 101). 
SN 75-670,666. PUB. 11-28-2000. FILED 4-2-1999. 

2,429,256. CHIEF ENERGY OFFICER ONLINE. POTOMAC 
ELECTRIC POWER COMPANY, (U.S. CLS. 100 AND 101). SN 
75-674,675. PUB. 11-28-2000. FILED 4-5-1999. 

2,429,265 (See Class 18 for this trademark). 

2,429,288. OMNICARE. OMNICO OF FLORIDA, INC., (U.S. 
CLS. 100 AND 101). SN 75-697,196. PUB. 5-16-2000. FILED 
5-4-1999. 

2,429,292. ONE INTERNET ONE COMPANY. MEGA MANIA 
INC., (U.S. CLS. 100 AND 101). SN 75—702,099. PUB. 
11-28-2000. FILED 4-19-1999. 

2.429302. J B DESIGN AND DESIGN. BERKLAND, JENNY, 
(U.S. CLS. 100 AND 101). SN 75—708,561. PUB. 11-28-2000. 
FILED 5-18-1999. 

2,429,320 (See Class 35 for this trademark). 

2,429,331. MOUNTAIN TOP PIZZA PIES AND DESIGN. NEW 
WEST VENTURES, LLC, (U.S. CLS. 100 AND 101). SN 
75-726,108. PUB. 11-28-2000. FILED 6—10—-1999. 

2,429,336. ONETOTEN. SUGAR, BRIAN J., (U.S. CLS. 100 AND 
101). SN 75-729,858. PUB. 11-28-2000. FILED 6-15-1999. 

2,429,339. CONNECTSITE AND DESIGN. TECHNOLOGY 
SERVICES GROUP, INC., (U.S. CLS. 100 AND 101). SN 
75-730,958. PUB. 11-28-2000. FILED 6-18-1999. 

2,429,341. SPRIDGE. KONINKLIJKE PHILIPS ELECTRONICS 
N.V., (U.S. CLS. 100 AND 101). SN 75-731,283. PUB 
11-28-2000. FILED 6-17-1999. 

2,429,346. MISCELLANEOUS DESIGN. SELECT SOPHWARE, 
INC.. (U.S. CLS. 100 AND 101). SN 75-732,400. PUB. 
11-28-2000. FILED 6-18-1999. 

2,429,347 (See Class 16 for this trademark). 

2,429,349 (See Class 35 for this trademark). 

2,429,355 (See Class 35 for this trademark). 

2,429,357 (See Class 35 for this trademark). 

2,429,362 (See Class 37 for this trademark). 

2,429,374 (See Class 9 for this trademark). 

2,429,381. FRONTIER RANCH. YOUNG LIFE, (U.S. CLS. 100 
AND 101). SN 75-748,916. PUB. 11-28-2000. FILED 7-12-1999 

2,429,389 (See Class 38 for this trademark). 

2,429,397. TELOMERON REPORT. TELOMERON CORPORA- 
TION, (U.S. CLS. 100 AND 101). SN 75--755,794. PUB 
11-28-2000. FILED 7-20-1999. 

2,429,401. ANSWERZ AND DESIGN. IMI, INC., (U.S. CLS. 100 
AND 101). SN 75-758,424. PUB. 11-28-2000. FILED 7-22-1999. 

2,429,407 (See Class 25 for this trademark). 

2,429,436 (See Class 36 for this trademark). 

2,429,445 (See Class 21 for this trademark). 

2,429,447. CHINESE FU YI RESTAURANT AND DESIGN. FU 
YI CHINESE RESTAURANT, INC., (U.S. CLS. 100 AND 101). 
SN 75-781,980. PUB. 11-28-2000. FILED 8-23-1999 

2,429,451 (See Class 40 for this trademark). 

2,429,467. ACQUIDATA. ACQUIDATA, INC., (U.S. CLS. 100 
AND 101). SN 75-789,802. PUB. 11-28-2000. FILED 9-1-1999. 

2,429,469 (See Class 37 for this trademark). 

2,429,472 (See Class 35 for this trademark). 

2,429,482 (See Class 16 for this trademark). 

2,429,491. NETPROFESSION AND DESIGN. NETPROFESSION, 
INC., (U.S. CLS. 100 AND 101). SN 75-—795,935. PUB. 
11-28-2000. FILED 9-9-1999. 
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2,429,501 (See Class 36 for this trademark). 

2,429,507 (See Class 9 for this trademark). 

2,429,512 (See Class 16 for this trademark). 

2,429,515. INFORMATION EMPOWERING BUSINESS.. 
NETBASE COMPUTING, INC., (U.S. CLS. 100 AND 101). SN 
75-803,314. PUB. 11-28-2000. FILED 9-20-1999. 

2.429,522. TSUNAMI. CILIONE, FRANK, (U.S. CLS. 100 AND 
101). SN 75-807,226. PUB. 11-28-2000. FILED 9-23-1999. 

2,429,525. TECHHACKERS. TECH HACKERS INC., (U.S. CLS. 
100 AND 101). SN 75-807,497. PUB. 11-28-2000. FILED 
9-23-1999. 

2,429,539. EVERY DAY IS VALENTINE’S DAY. VALENTINE 
GROUP INC., THE, (U.S. CLS. 100 AND 101). SN 75-814,068. 
PUB. 11-28-2000. FILED 10-4-1999. 

2,429,549 (See Class 9 for this trademark). 

2,429,552. ANATOMIQUE. LANVIN, JEAN YVES, (U.S. CLS. 
100 AND 101). SN 75-819,233. PUB. 11-28-2000. FILED 
10-12-1999. 

2.429.564. MISCELLANEOUS DESIGN. PERYAM & KROLL 
RESEARCH CORPORATION, (U.S. CLS. 100 AND 101). SN 
75-823,749. PUB. 11-28-2000. FILED 10-15-1999. 

2,429,569. BTB.COM THE INTERNETWORK FOR BUSINESS 
AND DESIGN. BTB.COM, INC., (U.S. CLS. 100 AND 101). 
SN 75-825,126. PUB. 11-28-2000. FILED 11-5-1999. 

2,429,571. GALAPAGOS. ELMES, ROBERT, (U.S. CLS. 100 
AND 101). SN_ 75-826,019. PUB. 11-28-2000. FILED 
10-18-1999. 

2,429,573. SHARPMAN.COM AND DESIGN. SHARPMAN 
MEDIA, LLC, (U.S. CLS. 100 AND 101). SN 75-826,296. PUB. 
7-4-2000. FILED 10-18-1999. 

2,429,614. BRINGING PATENTED TECHNOLOGY TO THE 
PRACTICE OF UROLOGY. NEUTRINO DEVELOPMENT 
CORPORATION, (U.S. CLS. 100 AND 101). SN 75-843,072. 
PUB. 11-28-2000. FILED 11-8-1999. 

2,429,618. SANSUM-SANTA BARBARA MEDICAL FOUNDA- 
TION CLINIC AND DESIGN. SANSUM-SANTA BARBARA 
MEDICAL FOUNDATION CLINIC, (U.S. CLS. 100 AND 101). 
SN 75-844,862. PUB. 11-28-2000. FILED 1 1-9-1999. 

2,429,622. ZIPWEB. ZIPLINK, INC., (U.S. CLS. 100 AND 101). 
SN 75—847,872. PUB. 6-27-2000. FILED 11-12-1999 

2,429,623 (See Class 9 for this trademark). 

2,429,639 (See Class 7 for this trademark). 

2.429.640. MBHB (STYLIZED). MCDONNELL BOEHNEN 
HULBERT & BERGHOFF, (U.S. CLS. 100 AND 101). SN 
75-856,885. PUB. 11-28-2000. FILED 11-23-1999. 

2,429,652. MISCELLANEOUS DESIGN. STARR SEIGLE COM- 
MUNICATIONS, INC., DBA STAR SEIGLE MCCOMBS AD- 
VERTISING, STARRTECH INTERACTIVE, QMARK  RE- 
SEARCH & POLLING, PROCOMM PUBLIC RELATIONS, AND 
STARRMARK MARKETING CONSULTING, (U.S. CLS. 100 
AND 101). SN 75-862,427. PUB. 8-8-2000. FILED 12-2-1999. 

2.429.656. CRUISERS FROZEN CUSTARD & JUMBO BURG- 
ERS AND DESIGN. CONCORD 8, LLC, (U.S. CLS. 100 AND 
101). SN 75-863,968. PUB. 11-28-2000. FILED 12-3-—1999. 

2,429,657 (See Class 35 for this trademark). 

2,429,669. POIPU KAI RESORT. SUITE PARADISE, INC, (U.S. 
CLS. 100 AND 101). SN 75-869,700. PUB. 11-28-2000. FILED 
12-14-1999. 

2,429,670. SECOND MILLENNIUM CONSULTING. SECOND 
MILLENNIUM, INC., (U.S. CLS. 100 AND 101). SN 75-870,928. 
PUB. 11-28-2000. FILED 12-14-1999. 

2,429,678 (See Class 35 for this trademark). 

2,429,681. MISCELLANEOUS DESIGN. YOUR UNIVERSE, 
L.L.C., (U.S. CLS. 100 AND 101). SN 75-876,875. PUB. 
11-28-2000. FILED 12-21-1999. 

2.429.684. MISCELLANEOUS DESIGN. BREAST CANCER AC- 
TION, (U.S. CLS. 100 AND 101). SN 75-877,080. PUB. 
11-28-2000. FILED 12-10-1999. 

2,429,685. MEURICE GARMENT CARE AND _ DESIGN. 
EDELMAN, WAYNE, (U.S. CLS. 100 AND 101). SN 75-877,111. 
PUB. 11-28-2000. FILED 12-21-1999. 

2,429,696. VIHC. ROSSI & MARICLE, P.C., (U.S. CLS. 100 AND 
101). SN 75-883,409. PUB. 11-28-2000. FILED 12-30-1999. 

2,429,698. FOUNDATIONS OF LIFE. FOUNDATIONS OF LIFE, 
INC., (U.S. CLS. 100 AND 101). SN 75-884,290. PUB. 
11-28-2000. FILED 1-3-2000. 

2,429,707 (See Class 41 for this trademark). 
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2,429,709 (See Class 41 for this trademark). 

2.429.711. H AND DESIGN. HABAMA INC., (U.S. CLS. 100 
AND i101). SN 75-886,838. PUB. 11-28-2000. FILED 1-5-2000 

2,429,714 (See Class 41 for this trademark) 

2,429,715 (See Class 35 for this trademark) 

2,429,716. MISCELLANEOUS DESIGN. CALIFORNIA CHINS, 
(U.S. CLS. 100 AND 101). SN 75-888,045. PUB. 11-28-2000 
FILED 1-6-2000. 

2.429.722. OAK PRINTING. OAK PRINTING COMPANY, THE, 
(U.S. CLS. 100 AND 101). SN 75-888,774. PUB. 11-28-2000 
FILED 1-5-2000 

2,429,723 (See Class 41 for this trademark). 

2,429,727 (See Class 41 for this trademark). 

2,429,730 (See Class 40 for this trademark). 

2,429,731 (See Class 35 for this trademark). 

2.429.733 (See Class 35 for this trademark). 

2,429,759. PRINTRIT. ROCHESTER INSTITUTE OF TECH- 
NOLOGY, (U.S. CLS. 100 AND 101). SN 75-899,653. PUB. 
11-28-2000. FILED 1-20-2000. 

2.429,760. GRANADA MARKET. SHARIF & TARTIR, INC., 
(U.S. CLS. 100 AND 161). SN 75-899,984. PUB. 11-28-2000 
FILED 1--21-2000. 

2,429,773. EVERPOINT. EVERPOINT, INC., (U.S. CLS. 100 
AND 101). SN 75-904,294. PUB. 11-28-2000. FILED 1-27-2000 

2,429,787. THE LIGHTNING STORE. GLOBAL ATMOSPHER- 
iCS, INC., (U.S. CLS. 100 AND 101). SN 75-908,402. PUB. 
11-28-2000. FILED 2-2-2000 

2,429,789 (See Class 35 for this trademark) 

2,429,792. PACIFIC CONSULTANTS. PACIFIC CONSULT- 
ANTS, LLC., (U.S. CLS. 100 AND 101). SN 75-909,311. PUB. 
11-28-2000. FILED 2-3-2000 

2,429,800. PROFESSIONALS ACHIEVING CLIENTS’ EXPEC- 
TATIONS (STYLIZED). P.A.C.E. ENGINEERING, INC., (U.S. 
CLS. 100 AND 101). SN 75-912,152. PUB. 11-28-2000. FILED 
2-7-2000. 

2,429,811. TANARIR!. WAUGH, CLIVE E., (U.S. CLS. 100 AND 
101). SN 75-915,143. PUB. 11-28-2000. FILED 1-31-2000. 

2,429,816. CJB.NET. CJB MANAGEMENT, INC., (U.S. CLS. 100 
AND 101). SN 75-917,149. PUB. 11-28-2000. FILED 2-11-2000 

2,429,822 (See Class 9 for this trademark) 

2,429,830. MEDIAMAVEN. HOPWOOD, HOWARD E.. (U.S 
CLS. 100 AND 101). SN 75-920,299. PUB. 11-28-2000. FILED 
2-4-2000 

2,429,834. STERITECH. STERITECH GROUP, INC., THE, (U.S. 
CLS. 100 AND 101). SN 75-920,813. PUB. 11-28-2000. FILED 
2-16-2000. 

2,429,835 (See Class 35 for this trademark) 

2,429,837. MISCELLANEOUS DESIGN. CORINNE RICHARD- 
SON L.L.C., (U.S. CLS. 100 AND 101). SN 75-920.938. PUB. 
11-28-2000. FILED 2-16-2000. 

2,429,839. WWWBRANSON.COM. WEST, SCOTT, (U.S. CLS. 
100 AND 101). SN 75-921,295. PUB. 11-28-2000. FILED 
2-16-2000. 

2,429,847. DAVEY RESOURCE GROUP. DAVEY TREE EXx- 
PERT COMPANY, THE, (U.S. CLS. 100 AND 101). SN 
75-922,228. PUB. 11-28-2000. FILED 2-18-2000. 

2,429,880. PROPRIETEA. PROPRIETEA, LTD., (U.S. CLS. 100 
AND 101). SN 75-926,873. PUB. 11-28-2000. FILED 2-23-2000 

2,429,882. EURO CAFE (STYLIZED). EURO CAFE CORPORA- 
TION, (U.S. CLS. 100 AND 101). SN 75—927,023. PUB. 
11-28-2000. FILED 2-23--2000. 

2,429,903. KORAKIA. SMITH, G. DOUGLAS, (U.S. CLS. 100 
AND 101). SN 75-930,698. PUB. 11-28-2000. FILED 2-28-2000. 

2,429,917 (See Class 39 for this trademark). 

2,429,920. FLEXTRAN. KEEHN SCENES, INC., (U.S. CLS. 100 
AND 101). SN 75-934,744. PUB. 11-28-2000. FILED 3-3-2000. 

2,429,921 (See Class 9 for this trademark). 

2,429,924. ADVANCED RESUMES. HARRISON, GWEN, (U.S 
CLS. 100 AND 101). SN 75-935,725. PUB. 11-28-2000. FILED 
3-3-2000. 

2,429,933. NORTHWESTERN AND DESIGN. NORTHWEST- 
ERN CORPORATION, (U.S. CLS. 100 AND 101). SN 
75-937,313. PUB. 11-28-2000. FILED 3-7-2000. 

2,429,935. NORTHWESTERN AND DESIGN. NORTHWEST- 
ERN CORPORATION, (U.S. CLS. 100 AND 101). SN 
75-937,318. PUB. 11-28-2000. FILED 3-7-2000. 

2,429,943. TOOT’S GOOD FOOD & FUN AND DESIGN. 
TOOT’S FRANCHISING, INC., (U.S. CLS. 100 AND 101). SN 
75-940,781. PUB. 11-28-2000. FILED 3-9-2000. 
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2,429,944. INNOVATION BREEDS EXCELLENCE. TRI-STATE 
BREEDERS COOPERATIVE, DBA ACCELERATED GENETICS. 
(U.S. CLS. 100 AND 101). SN 75-940,806. PUB. 11-28-2000. 
FILED 3-10-2000. 


2.429.954. EZGAZETTE. EZGOV.COM, INC., (U.S. CLS. 100 
AND 101). SN 75-942,800. PUB. 11-28-2000. FILED 3-13-2000. 


2,429,957. A ARRIN SYSTEM AND DESIGN. INFOSPI.COM, 
(U.S. CLS. 100 AND 101). SN 75-943,428. PUB. 11-28-2000 
FILED 3-11-2000. 


2,429,964 (See Class 5 for this trademark) 


2,429,973. RANDOMIZER. MAX HATS LTD., DBA WEST 
PENN HAT & CAP CORPORATION, (U.S. CLS. 100 AND 101). 
SN 76-001 ,341. PUB. 11-28-2000. FILED 3-15-2000. 


2,429,989. 1491. ARTIS, KENNETH J., (U.S. CLS. 100 AND 101). 
SN 76-906,687. PUB. 11-28-2000. FILED 3-22-2000. 


2,429,992. ARDA AMERICAN RESORT DEVELOPMENT AS- 
SOCIATION AND DESIGN. AMERICAN RESORT DEVELOP- 
MENT ASSOCIATION, (U.S. CLS. 100 AND 101). SN 
76-007,637. PUB. 11-28-2000. FILED 3-23-2000. 


2,429,995. DRAGONFLY. DRAGONFLY ENTERTAINMENT 
(B.C.), INC., (U.S. CLS. 100 AND 101). SN 76-008,677. PUB. 
11-28-2000. FILED 3-24-2000. 


2,429,997. HEARTSPARK. KASER, JOANNA, (U.S. CLS. 100 
AND 101). SN 76-009,313. PUB. 11-28-2000. FILED 3-24-2000. 


2,429,998 (See Class 29 for this trademark). 
2,429,999 (See Class 29 for this trademark). 


2,430,025. SMOKE ’N BONES. DARDEN CORPORATION, (U.S. 
CLS. 100 AND 101). SN 76-015,676. PUB. 11-28-2000. FILED 
4-3-2000 


2,430,028. ABET. ACCREDITATION BOARD FOR ENGINEER- 
ING AND TECHNOLOGY, INC., (U.S. CLS. 100 AND 101). 
SN 76-016,342. PUB. 11-28-2000. FILED 4-3-2000. 


2,430,030. SAVVYHEALTH.COM (STYLIZED). 
SAVVYHEALTH.COM, INC., (U.S. CLS. 100 AND 101). SN 
76-016,891. PUB. 11-28-2000. FILED 4—3-2000. 


2,430,043. HYGIENIC AIR. ELMORE, ROBERT L., (U.S. CLS. 
100 AND 101). SN 76-018,496. PUB. 11-28-2000. FILED 
4-4-2000. 


2,430,044. DEAR JEAN. KELLEY, JEAN, (U.S. CLS. 100 AND 
101). SN 76-018,938. PUB. 11-28-2000. FILED 4-5-2000. 


2,430,063 (See Class 3 for this trademark). 
2,430,081 (See Class 35 for this trademark). 


2,430,087. KNOT ANYMORE. KNOT ANYMORE LLC, (U.S. 
CLS. 100 AND 101). SN 76-026,695. PUB. 11-28-2000. FILED 
4-14-2000. 


2,430,093. BENMAR. JACKSON DAWSON COMMUNICA- 
TIONS, INC., (U.S. CLS. 100 AND 101). SN 76-029,517. PUB. 
11-28-2000. FILED 4-19-2000. 


2,430,103 (See Class 41 for this trademark). 


2,430,105. PLANT-A-PLANT. PLANT-A-PLANT CO., (U.S. CLS. 
100 AND 101). SN 76-033,783. PUB. 11-28-2000. FILED 
4-26-2000. 


2,430,114. BE AN ALPHA BUSINESS. K&C CREATIVE, INC., 
(U.S. CLS. 100 AND 101). SN 76-039,035. PUB. 11-28-2000. 
FILED 5-2-2000. 


2,430,125. CHOO-CHOO TERRAINS. DOERING, PAUL F., 
(U.S. CLS. 100 AND 101). SN 78-002,166. PUB. 11-28-2000. 
FILED 4-1-2000. 


2,430,126. VISUAL NARRATION. BRAGA ORIS ASSOCIATES, 
LLC, (U.S. CLS. 100 AND 191). SN 78-004,069. PUB. 
11-28-2000. FILED 4-13-2000. 


2,430,128. ENERVA. ENERVA CORPORATION, (U.S. CLS. 100 
AND 101). SN 78-004,498. PUB. 11-28-2000. FILED 4-17-2000. 


2,430,130. BODO’S BAGELS AND DESIGN. NEARLY BROS., 
INC.. (U.S. CLS. 100 AND 101). SN 78-005,561. PUB. 
11-28-2000. FILED 4-25-2000. 
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2,430,131. EZ-UP. MERLIN TECHNOLOGIES, INC., (U.S. CLS. 
100 AND 101). SN 78-005,690. PUB. 11-28-2000. FILED 
4-26-2000. 


2,430,136. MISCELLANEOUS DESIGN. WEBPUTTY, INC., 
(U.S. CLS. 100 AND 101). SN 78-007,901. PUB. 11-28-2000. 
FILED 5-12-2000. 





SECTION 2.—PRIOR UNITED STATES CLASSIFICATION 


COLLECTIVE MEMBERSHIP MARKS 


CLASS 200—COLLECTIVE MEMBERSHIP 

2,429,197. THE NATIONAL MUSEUM OF WOMEN IN THE 
ARTS. NATIONAL MUSEUM OF WOMEN IN THE ARTS, 
THE, SN 75-619,891. PUB. 11-28-2000. FILED 1-12-1999. 

2,429,673. RPMA RETAIL PACKAGING MANUFACTURERS 
ASSOCIATION, INC. MEMBER AND DESIGN. RETAII 
PACKAGING MANUFACTURERS ASSOCIATION, INC., SN 
75-873,423. PUB. 11-28-2000. FILED 12-17-1999. 

2,429,857. NATIONAL COMPUTER RENTAL ASSOCIATION 
AND DESIGN. NATIONAL COMPUTER RENTAL ASSOCIA- 
TION, SN 75-923,550. PUB. 11-28-2000. FILED 2-22-2000 





TRADEMARK REGISTRATIONS ISSUED 
UNDER SECTION 1(d) 


The following marks have registered on the Principal Register pursuant to the intent-to-use provisions of Section 1(d) of the Trademark 


Act of 1946, as amended. 


SECTION 1.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification and are not an 
official part of the international classification. The full names of international classes are given in section 6.1 of the trademark rules of practice. 


The designation **U.S. Cl.’’ appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the international 
class which applies to applications filed on or after that date. For adoption of international classification see notice in the OFFICIAL GAZETTE 


of Jun. 26, 1973 (911 O.G. TM 210). 


Application in more than one class 


2,430,152. TRANSACTIVE INTERMEDIA, INC., SAN DIEGO, 
CA, ASSIGNEE OF; ASSIGNEE OF INSPIRED ARTS OF SAN 
DIEGO, LLC, SPRING VALLEY, CA. SN 74-701,144. PUB. 
12-1-1998, FILED 7-14-1995. 


MAXBANDWIDTH 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR ELECTRONIC PUBLISHING SERVICES, NAMELY, PUB- 
LICATION OF TEXT, MULTI-MEDIA AND GRAPHIC WORKS 
FOR OTHERS ON CD ROMS, DIGITAL VIDEO DISKS, CABLE 
MODEMS AND GLOBAL COMPUTER INFORMATION NET- 
WORKS FEATURING A WIDE VARIETY OF SUBJECTS, AND 
CONSULTING SERVICES IN CONNECTION THEREWITH; PRO- 
VIDING A WEB SITE OF INFORMATION IN THE FIELD OF 
ENTERTAINMENT (U.S. CLS. 100, 101 AND 107). 

FIRST USE 6-30-1996; IN COMMERCE 4-21-2000. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR DESIGNING AND IMPLEMENTING WEB SITES FOR 
OTHERS; PROVIDING INTERACTIVE DATABASES IN A WIDE 
VARIETY OF FIELDS VIA CABLE MODEMS AND GLOBAL 
COMPUTER INFORMATION NETWORKS (U.S. CLS. 100 AND 
101). 

FIRST USE 6-30-1996; IN COMMERCE 4-21-2000. 


2,430,156. RELIASTAR FINANCIAL CORP., MINNEAPOLIS, 
MN. SN 75-056,161. PUB. 1-28-1997, FILED 2-12-1996. 


THE MARK COMPRISES THE STYLIZED LETTER *‘A”’ IN- 
CORPORATING A STARBURST DESIGN. 


CLASS 36—INSURANCE AND FINANCIAL 


FOR INSURANCE SERVICES, NAMELY, INSURANCE BRO- 
KERAGE, INSURANCE CLAIMS PROCESSING, INSURANCE 
CONSULTATION, AND INSURANCE UNDERWRITING IN THE 
FIELD OF INDIVIDUAL LIFE INSURANCE AND ANNUITIES, 
HEALTH INSURANCE, EMPLOYEE BENEFITS, RETIREMENT 
PLANS, AND LIFE AND HEALTH REINSURANCE; BANKING 
SERVICES; FINANCIAL SERVICES, NAMELY, MUTUAL FUND 
INVESTMENT, DISTRIBUTION, AND BROKERAGE SERVICES 
AND MORTGAGE SERVICING (U.S. CLS. 100, 101 AND 102). 

FIRST USE 1-3-2000; IN COMMERCE 1-3-2000. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR HEALTH CARE SERVICES INCLUDING MANAGED 
CARE AND MANAGED CARE SERVICES AND CONSULTA- 
TION SERVICES IN THE FIELD OF HEALTH CARE (U.S. CLS. 
100 AND 101). 

FIRST USE 1-3-2000; IN COMMERCE 1-3-2000. 
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2,430,157. FACB BERHAD, 50250 KUALA LUMPUR, MALAY- 
SIA. SN 75-065,865. PUB. 1-13-1998, FILED 3-1-1996. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR STATIONERY, GREETING CARDS, BUSINESS CARDS, 
MEMO PADS, WRITING PAPER; STATIONERY SUPPLIES, 
NAMELY, ENVELOPES, PENS, PENCILS; PAPER PRODUCTS, 
NAMELY, CALENDARS, NAPKINS, PLACEMATS; PAMPHLETS, 
NEWSLETTERS AND MAGAZINES RELATED TO HOTELS AND 
RESORTS; AND PLAYING CARDS (U.S. CLS. 2, 5, 22, 23, 29, 
37, 38 AND 50). 

FIRST USE 8—1—1997; IN COMMERCE 10-0-1998. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR PROVIDING FACILITIES FOR BUSINESS MEETINGS 
(U.S. CLS. 100, 101 AND 102). 
FIRST USE 8-1-1997; IN COMMERCE 10-0-1998. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR ENTERTAINMENT SERVICES FOR SPORTING AND 
CULTURAL ACTIVITIES, NAMELY, ART FESTIVALS AND EX- 
HIBITIONS, ORGANIZING AND CONDUCTING BEAUTY CON- 
TESTS AND PAGEANTS, LIVE BAND PERFORMANCES, PRES- 
ENTATIONS OF LIVE PERFORMANCES BY ACTORS, COME- 
DIANS, MAGICIANS AND LECTURERS, BINGO HALL SERV- 
ICES, DISCOTHEQUE SERVICES, FASHION SHOW SERVICES, 
PROVIDING CASINO GAMBLING SERVICES, MAGIC SHOW 
SERVICES, MUSIC CONCERT SERVICES, ORCHESTRA SERV- 
ICES, PARTY PLANNING FOR ENTERTAINMENT, THEME 
PARK SERVICES, AMUSEMENT ARCADE SERVICES, AMUSE- 
MENT PARK SERVICES, ARRANGING AND CONDUCTING 
EDUCATIONAL CONFERENCES, PROVISION OF SWIMMING, 
SAUNA AND WHIRLPOOL BATH FACILITIES, PROVISION OF 
CLUB RECREATION FACILITIES, PROVISION OF CLUB 
SPORTING FACILITIES, NAMELY, BADMINTON COURTS, 
SQUASH COURTS, TENNIS COURTS, AND TABLE TENNIS, 
PROVISION OF GOLFING FACILITIES, HEALTH CLUB SERV- 
ICES, PROVISION OF EXERCISE AND WEIGHT ROOM FACILI- 
TIES, PROVISION OF RECREATION FACILITIES; PUBLICA- 
TION OF MAGAZINES, PAMPHLETS AND NEWSLETTERS; 
RENTAL OF BILLIARD TABLES, FRUIT MACHINES AND 
GAMING MACHINES (U.S. CLS. 100, 101 AND 107). 

FIRST USE 8-1-1997; IN COMMERCE 10-0-1998. 
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FOR PROVIDING RESTAURANT AND BAR FOOD AND 
DRINK SERVICES, PROVIDING TEMPORARY HOUSING, REC- 
REATIONAL AND ENTERTAINMENT ACCOMMODATION, 
HEALTH CARE ACCOMMODATION, PROVISION OF EXHI- 
BITION FACILITIES, PROVISION OF HEALTH SPA FACILITIES, 
RESORT HOTEL SERVICES, ROOM RENTAL, HOTEL ACCOM- 
MODATION SERVICES, HOTEL SERVICES, MAKING HOTEL 
RESERVATIONS FOR OTHERS, PROVISION OF FACILITIES 
FOR SEMINARS, PROVIDING BANQUET AND SOCIAL FUNC- 
TION FACILITIES AND SERVICES FOR SPECIAL OCCASIONS, 
BISTRO SERVICES, CAFE SERVICES, CAFETERIA SERVICES, 
CANTEEN SERVICES, CATERING SERVICES, COCKTAIL 
LOUNGE SERVICES, CABARET SERVICES, NIGHT CLUB 
SERVICES, LUNCHEON CLUB CATERING SERVICES, NIGHT- 
CLUB CATERING SERVICES, CLUB ENTERTAINMENT SERV- 
ICES, WINE BAR SERVICES, GIFT WRAPPING SERVICES, 
PRINTING, MONITORING OF ALARMS, PERSONAL BODY- 
GUARD SERVICES, NIGHT GUARD SERVICES; SECURITY 
GUARD SERVICES, AND MONITORING OF SECURITY SYS- 
TEMS (U.S. CLS. 100 AND 101). 

FIRST USE 8-1-1997; IN COMMERCE 10-0-1998. 


2,430,158. ZIA DORA, INC., NEWARK, NJ. SN 75-067,916. PUB. 
8-26-1997, FILED 3-S—1996. 


GERARDO DI NOLA 


OWNER OF U.S. REG. NOS. 1,620,201 AND 1,708,483. 
THE ENGLISH TRANSLATION OF *‘GERARDO DI NOLA” 
IS ‘‘GERARDO FROM NOLA”’. 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR PROCESSED TOMATOES AND OLIVE OIL (U.S. CL. 46). 
FIRST USE 0-0-1979; IN COMMERCE 0-0-1979. 


CLASS 30—STAPLE FOODS 


FOR ARBORIO RICE, BALSAM VINEGAR AND PASTA 
SAUCE (U.S. CL. 46). 
FIRST USE 0-0-1979; IN COMMERCE 0-0-1979. 


2,430,160. PSYGNOSIS LIMITED, LIVERPOOL, L13 1EH, ENG- 
LAND. SN 75-089,653. PUB. 8-18-1998, FILED 4-17-1996. 


PSYGNOSIS 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER GAME PROGRAMS AND SOFTWARE; PRE- 
RECORDED AUDIO AND VIDEO TAPES FOR PLAYING COM- 
PUTER GAMES AND VIDEO GAMES; VIDEO GAME CAR- 
TRIDGES; AND VIDEO GAME DISCS (U.S. CLS. 21, 23, 26, 
36 AND 38). 

FIRST USE 9-0-1998; IN COMMERCE 9-0-1998. 
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CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR BOOKS, MAGAZINES, BROCHURES, AND PAMPHLETS 
DEALING WITH COMPUTERS, COMPUTER AND VIDEO 
GAMES, AND COMPUTER AND VIDEO GAME SOFTWARE 
AND ACCESSORIES THEREFOR; STATIONERY: PHOTO- 
GRAPHS; PLAYING CARDS; AND POSTERS (U.S. CLS. 2, 5, 
22, 23, 29, 37, 38 AND 50). 

FIRST USE 9-0-1998; IN COMMERCE 9-0-1998 


CLASS 25—CLOTHING 


FOR FOOTWEAR, T-SHIRTS, SHIRTS, TOPS, AND HEAD 
WEAR (U.S. CLS. 22 AND 39). 
FIRST USE 9-0-1998; IN COMMERCE 9-0-1998. 


2,430,174. VANTIS CORPORATION, INC., SUNNYVALE, CA, 
BY ASSIGNMENT ADVANCED MICRO DEVICES, INC., 
SUNNYVALE, CA. SN 75-220,593. PUB. 5-11-1999, FILED 
1-2-1997. 


VANTIS 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER HARDWARE AND SOFTWARE, SPECIFI- 
CALLY, INTEGRATED CIRCUITS AND SOFTWARE FOR PRO- 
GRAMMING AND/OR CONFIGURING INTEGRATED CIRCUITS 
(U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 9-0-1997; IN COMMERCE 1-0-1998. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR INSTRUCTION MANUALS FOR PROGRAMMING AND 
OR CONFIGURING INTEGRATED CIRCUITS AND DATA 
BOOKS/SHEETS, APPLICATION NOTES, AND GENERAL IN- 
FORMATION DESCRIBING INTEGRATED CIRCUITS (U.S. CLS. 
2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 9-0-1997; IN COMMERCE 1-0-1998. 


2,430,181. DURATHERM PROCESSING SYSTEMS, INC., ST. 
CHARLES, IL. SN 75-262,411. PUB. 6-23-1998, FILED 
3-24-1997. 


DURATHERM 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR ELECTRICAL CONTROLS FOR PROCESS HEATING, 
NAMELY, TEMPERATURE SENSORS, THERMOCOUPLES AND 
THERMOSTATS; ELECTRICAL CONTROL MODULES; INTER- 
FACES AND MAINFRAMES FOR ELECTRICAL CONTROL 
MODULES, ELECTRICAL CABLES, ELECTRICAL JUNCTION 
BOXES AND ELECTRICAL CONNECTORS FOR INDUSTRIAL 
USE IN HEAT FORMING (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 9-21-1983; IN COMMERCE 9-21-1983. 
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CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR THERMAL HEATING ELEMENTS FOR PROCESS HEAT- 
ING SYSTEMS, COMPRISING BUSHINGS AND NOZZLES, GAT- 
ING TORPEDOES, RUNNER TORPEDOES, MELT DISTRIBU- 
TION BARS, AND CONVERSION TORPEDOES; CARTRIDGE 
HEATERS FOR PROCESS HEATING; AND REPLACEMENT 
PARTS 1HEREFOR (U.S. CLS. 13, 21, 23, 31 AND 34). 

FIRST USE 9-21-1983; IN COMMERCE 9-21-1983. 


2,430,182. CALBEE FOODS CO., LTD.. TOKYO, JAPAN. SN 
75-269,356. PUB. 1-11-2000, FILED 4-4-1997. 


Calbee 


PRIORITY CLAIMED UNDER SEC. 44(D) ON JAPAN APPLI- 
CATION NO. 9-4892, FILED 1-21-1997, REG. NO. 4209985, 
DATED 11-13-1998, EXPIRES 11-13-2008. 

OWNER OF U.S. REG. NO. 872,691. 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR CHIPS, NAMELY, SWEET POTATO SNACK CHIPS, PO- 
TATO AND VEGETABLE BASED SNACK CHIPS, POTATO 
CHIPS (U.S. CL. 46). 

FIRST USE 7-1-1994; IN COMMERCE 10-1-1996. 


CLASS 30—STAPLE FOODS 


FOR WHEAT-BASED CRACKERS AND TOASTED FOOD 
CHIPS, SHRIMP FLAVORED WHEAT-BASED CHIPS (U.S. CL. 
46). 

FIRST USE 7-1-1994, IN COMMERCE 10-1-1996. 


2,430,184. PUPPY HOUSE PUBLISHING COMPANY, LLC, NEW 
YORK, NY. SN 75-278,346. PUB. 5-26-1998, FILED 3-24-1997. 


PUPPY HOUSE 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR FICTION BOOKS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 
FIRST USE 12-0-1997; IN COMMERCE 12-0-1997. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR PUBLICATION OF BOOKS AND MAGAZINES (U.S. CLS. 
100, 101 AND 107). 
FIRST USE 12-0-1997; IN COMMERCE 12-0-1997. 
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2,430,193. NATIONAL INFORMATION BUREAU, 
PRINCETON JUNCTION, NJ. SN 75-317,459. PUB 
FILED 6-30-1997 


LTD., 
1-4-2000, 














eeereeee 


THE 
GREEN. 


MARK IS LINED FOR THE COLORS PURPLE AND 


CLASS 36—INSURANCE AND FINANCIAL 


FOR PROVIDING CONSUMERS WITH CREDIT INFORMA- 
TION ABOUT THEMSELVES HELD BY MAJOR CREDIT BU- 
REAUS (U.S. CLS. 100, 101 AND 102) 

FIRST USE 1-15-1997; IN COMMERCE 1-15-1997 


CLASS 42—MISCELLANEOUS SERVICES 


FOR INFORMATION SERVICES, NAMELY, PROVIDING CON- 
SUMERS WITH INFORMATION ABOUT THEMSELVES RELAT- 
ING TO MOTOR VEHICLES, MEDICAL REPORTS, EMPLOY- 
MENT HISTORY, SOCIAL SECURITY DATA AND EDUCATION 
(U.S. CLS. 100 AND 101). 


FIRST USE 1-15-1997, IN COMMERCE 1-15-1997 


2.430.202. INFOUSA INC., OMAHA, NE, 
NAME AMERICAN BUSINESS 
OMAHA, NE. SN_ 75-353,592 
9-8-1997 


BY CHANGE OF 
INFORMATION, _ INC., 
PUB. 10-6-1998, FILED 


INFOCANADA 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER SOFTWARE FEATURING INFORMATION 
ABOUT AMERICAN AND CANADIAN BUSINESSES AND CON- 
SUMERS AND MANUALS SOLD AS A UNIT THEREWITH (U.S. 
CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 9-5-1999; IN COMMERCE 9-5-1999. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR BUSINESS AND CONSUMER INFORMATION SERVICES, 
NAMELY, PREPARING AND COMPILING INFORMATIONAL 
LISTS AND DIRECTORIES RELATING TO BUSINESSES AND 
CONSUMERS THROUGHOUT THE UNITED STATES AND CAN- 
ADA FOR OTHERS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 9-5-1999; IN COMMERCE 9-5-1999. 
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2,430,208. HONG KONG ENTERTAINMENT (OVERSEAS) IN- 
VESTMENTS LIMITED-CNMI, TINIAN, N. MARIANA IS- 
LAND. SN 75-377,441. PUB. 8-31--1999, FILED 10-22-1997. 


Oi Tien 
Hotel & nasty 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“TINIAN” AND “HOTEL & CASINO”, APART FROM THE 
MARK AS SHOWN. 

THE MARK IS LINED FOR THE COLORS GOLD AND RED. 


CLASS 39—TRANSPORTATION AND 
STORAGE 


FOR TRANSPORTATION OF PASSENGERS BY AIR AND 
BOAT (U.S. CLS. 100 AND 105). 
FIRST USE 11-0-1997; IN COMMERCE 11-0-1997. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR CASINO SERVICES (U.S. CLS. 100, 101 AND 107). 
FIRST USE 11-0--1997,; IN COMMERCE 11-0-—1997. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR HOTEL, RESTAURANT, AND BAR SERVICES (U.S. CLS. 
100 AND 101) 
FIRST USE 11-0-1997; IN COMMERCE 11-0-1997. 


2.430.212. SPORTS RACK, MOUNTAIN VIEW, CA. SN 
75-387,777. PUB. 12—7—-1999, FILED 11-10-1997 


RACK DOCTOR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“RACK”, APART FROM THE MARK AS SHOWN. 


CLASS 38—TRANSPORTATION AND 
STORAGE 


FOR COMPUTER SERVICES, NAMELY, PROVIDING ON-LINE 
INFORMATION SERVICES IN THE FIELD OF SPORTS RACKS, 
SKI CARRIER RACKS, ROOF RACKS, BICYCLE RACKS AND 
VEHICLE OUTFITTING (U.S. CLS. 100 AND 105). 

FIRST USE 1-2-1995; IN COMMERCE 1-2-1998. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR CONSULTING SERVICES IN THE FIELD OF SPORTS 
RACKS, SKI CARRIER RACKS, ROOF RACKS, BICYCLE 
RACKS AND VEHICLE OUTFITTING (U.S. CLS. 100 AND 101). 

FIRST USE 1-2-1995; IN COMMERCE 1-2-1998. 
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2,430,217. EKCO HOUSEWARES, INC., FRANKLIN PARK, IL. 
SN 75-400,491. PUB. 2-15-2000, FILED 12-5-1997. 


BAR WORKS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**BAR”’, APART FROM THE MARK AS SHOWN. 


CLASS 8—HAND TOOLS 


FOR HAND TOOLS, NAMELY, ICE PICKS, ICE TONGS, 
SERVING TONGS, CHEESE PLANES, NUT CRACKERS NOT 
MADE OF PRECIOUS METAL, HORS D’OEUVRE FORKS, 
CHEESE SLICERS, AND CHEESE KNIVES (U.S. CLS. 23, 28 
AND 44). 

FIRST USE 2-0-1999; IN COMMERCE 2-0-1999. 


CLASS 21—HOUSEWARES AND GLASS 


FOR BAR ACCESSORIES, NAMELY, CORK SCREWS, TWO- 
PRONG CORK PULLERS, BOTTLE OPENERS, GLASS STOP- 
PERS, PLASTIC POURING SPOUTS FOR CONTAINERS, SHOT 
GLASSES, JIGGERS, LEMON/LIME SQUEEZERS, ICE CUBE 
MOLDS, ICE BUCKETS, COCKTAIL SHAKERS, PUNCH LA- 
DLES, TOOTHPICK HOLDERS, COCKTAIL PICKS, COCKTAIL 
PARASOLS, PLASTIC COASTERS, SPREADERS, BEVERAGE 
STIRRERS, FLASKS, COOLERS FOR WINE, WINE RACKS, 
WINE BUCKETS, BAR CUTTING BOARDS; AND HOUSEHOLD 
UTENSILS, NAMELY, SHAKER STRAINERS (U.S. CLS. 2, 13, 
23, 29, 30, 33, 40 AND 50) 

FIRST USE 2-0-1999; IN COMMERCE 2-0-1999. 


2,430,219. MOORE, WILLIAM, DBA WILLIAM’S BREWING, 
SAN LEANDRO, CA. SN 75-407,929. PUB. 6-6-2000, FILED 
12-19-1997. 


BREWER’S EDGE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**BREWER'S”’, APART FROM THE MARK AS SHOWN. 


CLASS 5—PHARMACEUTICALS 


FOR BREWING CLEANSER, NAMELY, STERILIZING SOLU- 
TIONS FOR USE IN THE HOME BEER MAKING FIELD (U.S. 
CLS. 6, 18, 44, 46, 51 AND 52). 

FIRST USE 1-1-2000; IN COMMERCE 1I-1-2000 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR THERMOMETERS FOR USE IN THE HOME BEER MAK- 
ING FIELD (U.S. CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 1-1-2000; IN COMMERCE 1-1-2000. 


CLASS 21—HOUSEWARES AND GLASS 


FOR HOME BREWING MASHING SYSTEMS COMPRISED OF 
PLASTIC MASH BUCKETS, FITTED MASH JACKETS, PLASTIC 
SPARGE WATER BUCKETS, SPARGE ARMS, PLASTIC TUBING 
AND ACCOMPANYING INSTRUCTIONS, AERATION SYSTEMS 
FOR PROPAGATING YEAST IN THE HOME BEER BREWING 
PROCESS COMPRISED OF PLASTIC TUBING, STAINLESS 
STEEL AIR STONES, HEPA FILTERS AND ACCOMPANYING 
INSTRUCTIONS (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). 

FIRST USE |—1-2000; IN COMMERCE 1-1-2000. 


U.S. PATENT AND TRADEMARK OFFICE 


T™ 331 


2,430,220. QUIK DRIVE USA INC., GALLATIN, TN. SN 
75—409,138. PUB. 12-8-1998, FILED 12-22-1997. 


QD 
CLASS 6—METAL GOODS 


FOR METAL SCREWS, COLLATED METAL SCREWS, METAL 
SCREWS COLLATED IN A PLASTIC HOLDING STRIP FOR 
FEEDING TO POWER SCREWDRIVERS (U.S. CLS. 2, 12, 13, 
14, 23, 25 AND 50). 

FIRST USE 6-1-2000; IN COMMERCE 6-1-2000. 


CLASS 7—MACHINERY 


FOR POWER TOOLS FOR FASTENER INSTALLATION, 
NAMELY, POWER SCREWDRIVERS AND PARTS THEREFORE; 
SCREWDRIVER ATTACHMENTS FOR POWER OPERATED FAS- 
TENER INSTALLATION TOOLS; ACCESSORIES FOR POWER 
FASTENER INSTALLATION TOOLS; ACCESSORIES FOR 
POWER FASTENER INSTALLATION TOOLS, NAMELY, FAS- 
TENER MAGAZINES, SCREWDRIVER MANDRELS, REPLACE- 
ABLE METAL SCREWDRIVER BITS, AND BELTS CARRYING 
COLLATED FASTENERS (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 
35). 

FIRST USE 6—19-2000; IN COMMERCE 6-19-2000 


2,430,233. BUILD-A-BEAR WORKSHOP, INC., ST. LOUIS, DE, 
BY MERGER; BY MERGER BUILD-A-BEAR WORKSHOP, 
L.L.C., ST. LOUIS, MO. SN 75-443,984. PUB. 5-18-1999, 
FILED 3-3-1998. 


BUILD-A-GRAM 


CLASS 35—ADVERTISING AND BUSINESS 


FOR MAIL ORDER SERVICES, TELEPHONE ORDER SERV- 
ICES, AND ELECTRONIC COMPUTERIZED ON-LINE RETAIL 
SERVICES, ALL FEATURING STUFFED AND PLUSH TOY ANI- 
MALS AND DOLLS AND ACCESSORIES THEREFORE (U.S 
CLS. 100, 101 AND 102). 

FIRST USE 10-0-1999; IN COMMERCE 10-0-1999. 


CLASS 39—TRANSPORTATION AND 
STORAGE 


FOR MESSAGE DELIVERY SERVICES ACCOMPANIED BY 
A STUFFED OR PLUSH TOY ANIMAL AND ACCESSORIES 
THEREFORE (U.S. CLS. 100 AND 105). 

FIRST USE 10-0-1999; IN COMMERCE 10-0-1999. 


2,430,234. UNITED WAY OF ANCHORAGE, ANCHORAGE, AK. 
SN 75-445,290. PUB. 6-29-1999, FILED 3-5-1998. 


AKINFO 


CLASS 35—ADVERTISING AND BUSINESS 


FOR REFERRAL SERVICES IN THE FIELD OF COMMUNITY 
EVENTS AND HEALTH AND WELFARE RESOURCES (U.S. 
CLS. 100, 101 AND 102). 

FIRST USE 1-31-1998; IN COMMERCE 1-31-1998. 
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CLASS 42—MISCELLANEOUS SERVICES 


FOR PROVIDING INFORMATION AND DEVELOPING AND 
PROVIDING ACCESS TO AN ON-LINE COMPUTER DATA 
BASE IN THE FIELD OF COMMUNITY EVENTS, SOCIAL SERV- 
ICES, WELFARE SERVICES, HEALTH CARE SERVICES, AND 
RELATED SERVICES; PROVIDING COMPUTER CONSULTA- 
TION SERVICES FOR OTHERS. NAMELY, DESIGNING AND 
IMPLEMENTING COMPUTER WEB SITES AND DATABASES 
FOR OTHERS (U.S. CLS. 100 AND 101) 

FIRST USE 1-31-1998; IN COMMERCE 1-31-1998 


2.430.236. AMFIT INC.. SANTA CLARA, CA. SN 
PUB. 5-16-2000, FILED 3-16-1998. 


75-450,392 


ARCHCRAFTERS 


OWNER OF U.S. REG. NO. 1,484,615 


CLASS 7—MACHINERY 


FOR MACHINERY, NAMELY, INJECTION MOLDING MA- 
CHINES FOR USE IN THE MANUFACTURE OF INSOLES (U.S. 
CLS. 13, 19, 21, 23, 31, 34 AND 35) 

FIRST USE 1-1-1994; IN COMMERCE 1-1-1994. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR SOFTWARE FOR CONTROLLING INJECTION MOLDING 
MACHINES USED IN THE MANUFACTURE OF INSOLES FOR 
FOOTWEAR (U.S. CLS. 21, 23, 26, 36 AND 38) 

FIRST USE 1-1-1994; IN COMMERCE 1-1-1994 


CLASS 10—MEDICAL APPARATUS 


FOR ORTHOTIC ARCH SUPPORTS FOR FOOTWEAR (U.S 
CLS. 26, 39 AND 44) 
FIRST USE 1-1-1994; IN COMMERCE 1-1-1994 


CLASS 25—CLOTHING 


FOR INSOLES FOR SHOES (U.S. CLS. 22 AND 39) 
FIRST USE 1-1-1994; IN COMMERCE 1-1-1994 


2,430,238. BROADPOINT COMMUNICATIONS, LANDOVER, 
MD. SN 75-453,976. PUB. 7-6-1999, FILED 3-20-1998. 


BROADPOINT 


CLASS 35—ADVERTISING AND BUSINESS 


FOR ADVERTISING SERVICES NAMELY, PREPARING AND 
DISSEMINATING ADVERTISEMENTS AND PROMOTIONAL 
MESSAGES FOR OTHERS VIA TELEPHONE: MARKETING 
SERVICES NAMELY, CONDUCTING PUBLIC OPINION POLLS 
AND MARKET RESEARCH FOR BUSINESS AND ADVERTISING 
PURPOSES (U.S. CLS. 100, 101 AND 102) 

FIRST USE 4-20-1998: IN COMMERCE 4-20-1998 
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CLASS 38—COMMUNICATION 


FOR TELEPHONE SERVICES, MOBILE CELLULAR AND DIG- 
ITAL TELEPHONE SERVICES (U.S. CLS. 100, 101 AND 104) 
FIRST USE 4-20-1998, IN COMMERCE 4-20-1998. 


2,430,239. WOOD ROYALTY MANAGEMENT COMPANY, WIL- 
MINGTON, DE. SN 75-455,088. PUB. 7-20-1999, FILED 
3-23-1998. 


SMART MARKET 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
‘*MARKET™’, APART FROM THE MARK AS SHOWN 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR PREPARED MEALS CONSISTING PRIMARILY OF 
MEAT, FISH, POULTRY, CHEESE, VEGETABLES OR FRUITS, 
ALL FOR CONSUMPTION ON OR OFF RESTAURANT PREM- 
ISES (U.S. CL. 46) 

FIRST USE 9-0-1999, IN COMMERCE 9-0-1999. 


CLASS 30—STAPLE FOODS 


FOR PREPARED MEALS CONSISTING PRIMARILY OF 
PASTA AND RICE; PIZZA; BAKERY GOODS, ALL FOR CON- 
SUMPTION ON OR OFF RESTAURANT PREMISES (U.S. CL. 
46) 

FIRST USE 9-0-1999; IN COMMERCE 9-0-1999 


CLASS 42—MISCELLANEOUS SERVICES 


FOR CONTRACT FOOD MANAGEMENT SERVICES, CAFE- 
TERIA AND RESTAURANT SERVICES, CATERING SERVICES, 
AND CORPORATE DINING ROOM SERVICES (U.S. CLS. 100 
AND 101). 

FIRST USE 9-0-1999, IN COMMERCE 9-0-1999. 


2,430,240. WOOD ROYALTY MANAGEMENT COMPANY, WIL- 
MINGTON, DE. SN_ 75-455,093. PUB. 6-8-1999, FILED 
3-23-1998 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**MARKET™’, APART FROM THE MARK AS SHOWN 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR PREPARED MEALS -CONSISTING PRIMARILY OF 
MEAT, FISH, POULTRY, CHEESE, VEGETABLES OR FRUITS, 
ALL FOR CONSUMPTION ON OR OFF RESTAURANT PREM- 
ISES (U.S. CL. 46) 

FIRST USE 9-0-1999; IN COMMERCE 9-0-1999. 
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CLASS 30—STAPLE FOODS 


FOR PREPARED MEALS CONSISTING PRIMARILY OF 
PASTA AND RICE; PIZZA; BAKERY GOODS, ALL FOR CON- 
SUMPTION ON OR OFF RESTAURANT PREMISES (U.S. CL 
46). 

FIRST USE 9-0-1999, IN COMMERCE 9-0-1999 


CLASS 42—MISCELLANEOUS SERVICES 


FOR CONTRACT FOOD MANAGEMENT SERVICES, CAFE- 
TERIA AND RESTAURANT SERVICES, CATERING SERVICES, 
AND CORPORATE DINING ROOM SERVICES (U.S. CLS. 100 
AND 101). 

FIRST USE 9-0-1999; IN COMMERCE 9-0-1999 


2,430,263. TRUSTEES OF THE CHARITIES AID FOUNDATION, 
A UNITED KINGDOM TRUST, THE TRUSTEES COMPRISING 
JOHN A. BROOKS, SIR PATRICK BROWN, RODNEY BUSE, 
IAN D.R. CAMPBELL, SIR TIM CHESSELLS, LORD 
DAHRENDORF, SYLVIA DENMAN, STUART ETHERINGTON, 
KENNETH G. FAIRCLOTH, SIR BRIAN JENKINS, ET AL., 
ALL UNITED KINGDON CITIZENS, KENT MEI9 4TA, 
UNITED KINGDOM. SN 75-487,134. PUB. 12-14-1999, FILED 
5-18-1998. 


CAF 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PRINTED MATTER, NAMELY, BOOKS, MAGAZINES, 
LEAFLETS, BROCHURES, AND INSTRUCTIONAL MATERIALS 
ABOUT CHARITABLE FUND RAISING (U.S. CLS. 2, 5, 22, 23. 
29, 37, 38 AND 50). 

FIRST USE 10-31-1974; IN COMMERCE 10-31-1994. 


CLASS 36—INSURANCE AND FINANCIAL 


FOR CHARITABLE FUND RAISING (U.S. CLS. 100, 101 AND 
102 


). 
FIRST USE 10-31-1974; IN COMMERCE 10-31-1999. 


2,430,271. MODIS PROFESSIONAL SERVICES, INC., JACKSON- 
VILLE, FL, BY CHANGE OF NAME FROM ACCUSTAFF IN- 
CORPORATED, JACKSONVILLE, FL. SN 75-498,565. PUB 
10-26-1999, FILED 6-9-1998. 


MODIS PROFESSIONAL 
SERVICES 


OWNER OF U.S. REG. NOS. 2,195,542 AND 2,207,351 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**PROFESSIONAL SERVICES", APART FROM THE MARK AS 
SHOWN. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR TEMPORARY EMPLOYMENT STAFFING SERVICES 
(U.S. CLS. 100, 101 AND 102). 
FIRST USE 10-1-1998; IN COMMERCE 10-1-1998. 
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CLASS 42—MISCELLANEOUS SERVICES 


FOR CONSULTING SERVICES IN THE FIELDS OF ENGI- 
NEERING, LAW, BUSINESS AND INFORMATION TECH- 
NOLOGY, INCLUDING SOFTWARE DEVELOPMENT, SOFT- 
WARE IMPLEMENTATION, PROCESS RE-ENGINEERING AND 
STRATEGIC ANALYSIS (U.S. CLS. 100 AND 101). 

FIRST USE i0-1-1998; IN COMMERCE 10--1-1998. 


2,430,279. NEGOCIOS DE CAMPANA S.A., SAN JOSE, COSTA 
RICA. SN 75-513,758. PUB. 12-28-1999, FILED 7-6-1998. 


SOLBEI 


THE WORD “SOLBEI’’ IS A KOREAN COMBINATION 
MEANING “SUN” AND “*EARTH”’. 


CLASS 18—LEATHER GOODS 


FOR BACKPACKS, DAYPACKS AND KNAPSACKS (US. CLS. 
1, 2, 3, 22 AND 41) 
FIRST USE 6-7-1999; IN COMMERCE 8-16-1999. 


CLASS 22—CORDAGE AND FIBERS 


FOR TENTS AND PORTABLE FABRIC SHELTERS (U.S. CLS. 
1, 2, 7, 19, 22, 42 AND 50). 
FIRST USE 6-7-1999; IN COMMERCE 8-16-1999. 


2,430,284. POINT OF IMPACT, LLC, HOLMDEL, NJ. SN 
75-520,366. PUB. 7-6-1999, FILED 7-16-1998. 


POINT OF IMPACT 


CLASS 40—MATERIAL TREATMENT 


FOR CINEMATOGRAPHIC ADAPTATION AND EDITING (U.S. 
CLS. 100, 103 AND 106). 
FIRST USE 10-0-1999; IN COMMERCE 10-0-1999. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR FILM EDITING; MOTION PICTURE FILM PRODUCTION; 
PRODUCTION AND DISTRIBUTION OF MOTION PICTURES, 
PRODUCTION OF VIDEO TAPES; VIDEO EDITING; PRODUC- 
TION OF CABLE TELEVISION PROGRAMS; DISTRIBUTION OF 
TELEVISION PROGRAMMING TO CABLE TELEVISION SYS- 
TEMS (U.S. CLS. 100, 101 AND 107). 

FIRST USE 10-0-1999; IN COMMERCE 10-0-1999. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR COMPUTER SERVICES, NAMELY, DESIGNING AND IM- 
PLEMENTING WEB SITES FOR OTHERS (U.S. CLS. 100 AND 
101). 

FIRST USE 10-0-1999; IN COMMERCE 10-0-1999. 





TM 334 


2.430.297. TEAMS PRODUCTS INTERNATIONAL, 
NJ. SN 75-538,955. PUB. 2-29-2000, FILED 8-19-1998 


YARD TEAM 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“*YARD"’, APART FROM THE MARK AS SHOWN. 


CLASS 5—PHARMACEUTICALS 


FOR PEST CONTROL DEVICES, NAMELY ELECTRONIC 
PEST REPELLENTS FOR MOSQUITOS, ANTS, SPIDERS, COCK- 
ROACHES, SILVERFISH, FLEAS AND TICKS, RATS AND MICE, 
BATS, SQUIRRELS AND SKUNKS, GOPHERS, AND MOLES, 
RACCOONS, DEER, DOGS AND CATS (U.S. CLS. 6, 18, 44, 
46, 51 AND 52). 

FIRST USE 6-26-1997; IN COMMERCE 6-26-1997 


CLASS 7—MACHINERY 


FOR POWER LAWN AND RECHARGEABLE TOOLS, NAME- 
LY, GRASS SHEARS, PRUNING SAWS, HEDGE TRIMMERS, 
BLOWERS, STRING TRIMMERS AND PRUNERS (U.S. CLS. 13, 
19, 21, 23, 31, 34 AND 35). 

FIRST USE 6-26-1997; IN COMMERCE 6-26-1997. 


2,430,321. SULZER CALCITEK INC., CARLSBAD. CA. SN 
75-584,660. PUB. 11-9--1999, FILED 11-6-1998. 


PRACTICE OF YOUR 
DREAMS 


CLASS 35—ADVERTISING AND BUSINESS 


FOR BUSINESS CONSULTATION SERVICES, NAMELY, PRO- 
VIDING MARKETING AND BUSINESS DEVELOPMENT FOR 
BUSINESSES IN THE DENTISTRY FIELD (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 1-0-1999, IN COMMERCE 1-0-1999. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL AND TRAINING SERVICES, NAMELY, 
CONDUCTING SEMINARS IN THE FIELD OF ODONTOLOGY, 
SPECIFICALLY, DENTAL IMPLANTS AND RESTORATIVE 
DENTAL IMPLANT ATTACHMENTS (U.S. CLS. 100, 101 AND 
107) 

FIRST USE 1-0-1999; IN COMMERCE 1-0-1999 


2,430,324. COLUMBIA INSURANCE COMPANY, OMAHA, NE. 
SN 75-588,157. PUB. 1-4-2000, FILED 11-13-1998. 


SHOELINE.COM 
CLASS 35—ADVERTISING AND BUSINESS 


FOR RETAIL FOOTWEAR STORE SERVICES PROVIDED VIA 
A GLOBAL COMPUTER NETWORK (U.S. CLS. 100, 101 AND 
102) 

FIRST USE 7-11-1999; IN COMMERCE 7-11-1999. 
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CLASS 42—MISCELLANEOUS SERVICES 


FOR PROVIDING INFORMATION ON THE SUBJECT OF 
FOOTWEAR VIA A GLOBAL COMPUTER NETWORK (U.S. CLS. 
100 AND 101). 

FIRST USE 7-11-1999; IN COMMERCE 7-11-1999. 


2,430,332. NEW PLAN EXCEL REALTY TRUST, INC., NEW 
YORK, NY. SN 75-602,213. PUB. 1-11-2000, FILED 12-8-1998 


NEW PLAN EXCEL REALTY 
TRUST 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
““REALTY TRUST” AND **PLAN’’, APART FROM THE MARK 
AS SHOWN. 


CLASS 36—INSURANCE AND FINANCIAL 


FOR REAL ESTATE MANAGEMENT, LEASING AND INVEST- 
MENT (U.S. CLS. 100, 101 AND 102). 
FIRST USE 9-28-1998; IN COMMERCE 9-28-1998. 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR REAL ESTATE DEVELOPMENT (U.S. CLS. 100, 103 AND 
106). 
FIRST USE 9-28-1998; IN COMMERCE 9-28-1998. 


2,430,333. BLIMPIE INTERNATIONAL, INC., NEW YORK, NY. 
SN 75-603,796. PUB. 10-12-1999, FILED 12—11-1998. 


PADIA 


CENTRAL 


IT'S TIME TO EAT! 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**PASTA”’ AND “‘EAT"’, APART FROM THE MARK AS SHOWN. 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR FROZEN,PREPARED AND PACKAGED ENTRESS CON- 
SISTING PRIMARILY OF POULTRY. MEAT BALLS, SALADS 
EXCEPT MACARONI, GARDEN SALADS (U.S. CL. 46). 

FIRST USE 3-1-1999, IN COMMERCE 3-1-1999. 
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CLASS 30—STAPLE FOODS 


FOR BREAD STICKS, CHOCAOLATE BASED FILLINGS FOR 
CAKES AND PIES, COOKIES, COFFEE, COFFEE BASED BEV- 
ERAGES, LASAGNA, MACARONI, MACARONI AND CHEESE, 
FROZEN,PREPARED AND PACKAGES MEALS CONSISTING 
PRIMARILY OF PASTA, PASTA, PIZZA, SPAGHETTI SAUCE, 
SAUCES AND PASTA SAUCES (U.S. CL. 46). 

FIRST USE 3-1-1999; IN COMMERCE 3-1-1999. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR RESTAURANT SERVICES (U.S. CLS. 100 AND 101). 
FIRST USE 3-1-1999; IN COMMERCE 3-1-1999 


2,430,349. NPS HOLDINGS, INC., CHICAGO, IL. SN 75-622.250 
PUB. 10-12-1999, FILED 1-15-1999. 


THE POWER TO COMBINE 
CLASS 35—ADVERTISING AND BUSINESS 


FOR HEALTH CARE MANAGEMENT SERVICES FOR 
HEALTH MAINTENANCE ORGANIZATIONS AND PHYSICIAN 
PRACTICES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 2-11-1999; IN COMMERCE 2-11-1999. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR HEALTH CARE CONSULTING SERVICES FOR HEALTH 
MAINTENANCE ORGANIZATIONS AND PHYSICIAN PRAC- 
TICES (U.S. CLS. 100 AND 101). 

FIRST USE 2-11-1999; IN COMMERCE 2-11-1999. 


2,430,383. WESTERN WIRE WORKS, INC., PORTLAND, OR. SN 
75-647,543. PUB. 1-11-2000, FILED 2-24-1999. 


THE WESTERN GROUP 


OWNER OF U.S. REG. NO. 1,560,479. 
CLASS 6—METAL GOODS 


FOR METAL AND METAL WIRE CLOTH SCREENS USED 
TO SEPARATE PARTICULATE MATTER FOR COMMERCIAL 
AND INDUSTRIAL USES (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 
50). 
FIRST USE 4-0-1999; IN COMMERCE 8-0-1999. 


CLASS 17—RUBBER GOODS 


FOR RUBBER AND POLYURETHANE SCREENS USED TO 
SEPARATE PARTICULATE MATTER FOR COMMERCIAL AND 
INDUSTRIAL USES (U.S. CLS. 1, 5, 12, 13, 35 AND 50). 

FIRST USE 4-0-1999; IN COMMERCE 8-0-1999. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR RETAIL AND WHOLESALE DISTRIBUTORSHIP SERV- 
ICES FEATURING METAL, METAL WIRE CLOTH, RUBBER, 
AND POLYURETHANE SCREENS TO SEPARATE PARTICU- 
LATE MATERIAL (U.S. CLS. 100, 101 AND 102). 

FIRST USE 4-0-1999; IN COMMERCE 8-0-1999. 


194-362 TMOG - 01 - 42: QL3 
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2,430,401. CRYSTAL FRESH, INC., BURNSVILLE, MN. SN 
75--661,386. PUB. 11-23-1999, FILED 3-16-1999. 


OWNER OF U.S. REG. NO. 2,174,300. 


CLASS 30—STAPLE FOODS 


FOR EDIBLE SHAVED ICE TREATS (U.S. CL. 46). 
FIRST USE 4-30-1999; IN COMMERCE 4-30-1999. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR FRANCHISING, NAMELY, OFFERING TECHNICAL AS- 
SISTANCE IN THE ESTABLISHMENT AND/OR OPERATION OF 
RETAIL ESTABLISHMENTS SELLING FROZEN CONFECTIONS 
TO THE PUBLIC; RETAIL STORES FEATURING FROZEN CON- 
FECTIONS SOLD TO THE PUBLIC AND BUSINESS MAR- 
KETING CONSULTING SERVICES PROVIDED TO OWNERS, 
OPERATORS AND FRANCHISEES OF RETAIL ESTABLISH- 
MENTS SELLING FROZEN CONFECTIONS TO THE PUBLIC 
(U.S. CLS. 100, 101 AND 102). 

FIRST USE 4-30-1999; IN COMMERCE 4-30-1999 
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2,430,424. GREEN TRIBE CORPORATION, SUNRISE, FL. SN 
75-685,017. PUB. 1-25-2000, FILED 5-6-1999. 


Green 
Tribe 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR HAIR CARE PRODUCTS, NAMELY, SHAMPOOS, CON- 
DITIONERS, SPRAY AND SCULPTING GELS, HAIR COL- 
OURING PREPARATIONS, AND WAVING LOTIONS; SKIN 
CARE PRODUCTS, NAMELY, MOISTURIZERS, TONERS, SKIN 
CLEANSING PREPARATIONS, LOTIONS, MASQUES AND AS- 
TRINGENTS FOR COSMETIC PURPOSES; COLOUR COS- 
METICS, NAMELY LIPSTICK, EYESHADOW, FOUNDATION 
CREME, BLUSHES, FACE POWDER, EYE PENCILS, LIP PEN- 
CILS AND MASCARA; PERSONAL HYGIENE PRODUCTS, 
NAMELY, TOTAL BODY CLEANING PREPARATION, TOILET 
WATER, PERFUMES AND COLOGNES, MASSAGE OILS AND 
LOTIONS; SKIN CREMES, SKIN LOTIONS, SKIN EMOLLIENTS, 
MOISTURIZING BODY OILS AND LOTIONS; AND HOME HY- 
GIENE PRODUCTS, NAMELY, ALL PURPOSE CLEANING PREP- 
ARATIONS, DISH DETERGENTS, FABRIC CLEANING PREP- 
ARATIONS, AND CLEANING PREPARATIONS FOR WINDOWS 
AND TOILETS; MOUTHCARE PRODUCTS, NAMELY 
DENTIFRICES, MOUTHWASHES AND NON-MEDICATED 
MOUTH RINSE (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 2-1-2000; IN COMMERCE 2-1-2000. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR PHONOGRAPH RECORDS, COMPACT DISCS AND PRE- 
RECORDED AUDIO TAPES FEATURING MUSIC; PRE-RE- 
CORDED VIDEO TAPES AND VIDEO DISCS FEATURING MU- 
SICAL PERFORMANCES AND MOTION PICTURES FOR EN- 
TERTAINMENT AND EDUCATION (U.S. CLS. 21, 23, 26, 36 
AND 38). 

FIRST USE 2-1-2000; IN COMMERCE 2-1-2000. 
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2,430,445. KERRY iNC., BELOIT, WI. 
12-14-1999, FILED 5-19-1999. 


SN 75-709,523. PUB. 


MASTERTASTE 
CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR ESSENTIAL OILS FOR FOOD AND BEVERAGE 
FLAVORINGS (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 
FIRST USE 1-26-1998; IN COMMERCE 1-26~—1998. 


CLASS 30—STAPLE FOODS 


FOR FOOD AND BEVERAGE FLAVORINGS (U.S. CL. 46). 
FIRST USE 1-26-1998; IN COMMERCE 1-26-1998. 


2,430,500. CSP HOLDINGS, LLC, LLOYD HARBOR, NY. SN 
75-979,830. PUB. 3-23-1999, FILED 7-3-1997. 


DATATREASURY 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER HARDWARE, AND COMPUTER SOFTWARE 
FOR USE IN INFORMATION STORAGE PROCESSING AND RE- 
TRIEVAL RECORDED ON CD-ROMS, DIGITAL VIDEO DISKS, 
FLOPPY COMPUTER DISKS, WRITE ONCE READ MANY 
DISKS, AND MAGNETIC COMPUTER TAPES (U.S. CLS. 21, 23, 
26, 36 AND 38). 

FIRST USE 5-1-2000; IN COMMERCE 5-1-2000. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR PROVIDING INFORMATION ON A WIDE RANGE OF 
TOPICS OF GENERAL INTEREST TO THE CONSUMING PUB- 
LIC BY MEANS OF A GLOBAL COMPUTER INFORMATION 
NETWORK (U.S. CLS. 100 AND 101). 

FIRST USE 6-10-2000; IN COMMERCE 6-10-2000. 


x * 





SECTION 2.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification 
and are not an official part of the international classification. The full names of international classes are given in section 6.1 of 


the trademark rules of practice. 


The designation **U.S. Cl.** appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than 
the international class which applies to applications filed on or after that date. For adoption of international classification see 
notice in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


Application in one class 


CLASS 1—CHEMICALS 


2,430,189. UNITED STATES ENRICHMENT CORPORATION, 
DBA USEC, BETHESDA, MD. SN_ 75-305,295. PUB 
12-22-1998, FILED 6-9-1997. 


we 
Dx USEC 


FOR NATURAL AND ENRICHED URANIUM PRODUCTS AND 
COMPONENTS THEREOF (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 
FIRST USE 12-11-1997; IN COMMERCE 12-11-1997. 


CLASS 2—PAINTS 


2,430,353. STATE INDUSTRIAL PRODUCTS, CLEVELAND, OH. 
SN 75-623,662. PUB. 12-7—-1999, FILED 1-20-1999. 








FOR CLEAR SEALER COATING FOR USE ON FLOORS; 
COATINGS IN THE NATURE OF ROOF FINISHES, VINYL 
DRESSINGS, AND HIGH GLOSS PROTECTANTS FOR SUR- 
FACES EXPOSED TO SUNLIGHT AND THE ELEMENTS; INTE- 
RIOR AND EXTERIOR PAINTS; PAINT PRIMER (U.S. CLS. 6, 
11 AND 16). 

FIRST USE 5-15-2000; IN COMMERCE 5-15-2000. 


CLASS 2—{Continued). 


2,430,487. DAY-GLO COLOR CORP., CLEVELAND, OH. SN 
75-777,099. PUB. 2-1-2000, FILED 8-16~—1999. 


AEROGLO 


FOR PIGMENT DISPERSION CONCENTRATE (U.S. CLS. 6, 
11 AND 16). 
FIRST USE 5-22-2000: IN COMMERCE 5-22-2000. 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


2,430,154. PARKROSE LABORATORIES LIMITED, SEATTLE, 
WA. SN 75-015,252. PUB. 4-8-1997, FILED 11-6-1995. 


ATMOSA 


FOR NON-MEDICATED SKIN CARE PREPARATIONS, NAME- 
LY, SKIN LOTIONS AND SKIN CREAMS; ESSENTIAL OILS 
FOR USE IN THE MANUFACTURE OF LOTIONS, GELS AND 
CREAMS; SKIN MOISTURIZERS; NAIL CARE PREPARATIONS, 
FOOT OILS AND CREAMS; SHAMPOOS WITH AND WITHOUT 
CONDITIONER; AROMATHERAPY OILS; ROOM FRAGRANCE 
POTPOURRI AND SACHETS (U.S. CLS. 1, 4, 6, 50, 51 AND 


FIRST USE 2-10-2000; IN COMMERCE 2-10-2000 
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CLASS 3—(Continued). 


2,430,165. TAMA, INC., NEW YORK, NY. SN 75-145,650. PUB. 
6-24-1997, FILED 8-6-1996. 


THE MARK CONSISTS OF A CIRCLE SUSPENDED OVER 
A PEDASTAL WITH CIRCULAR ARMS. 

FOR COSMETICS, FRAGRANCES AND TOILETRIES, NAME- 
LY, FACE, HAND AND BODY LOTIONS; FACE, HAND AND 
BODY CREAMS; TOILET WATERS, BATH AND BODY OILS; 
COLOGNES; EAU DE PERFUME, EAU DE TOILETTE (U.S. CLS. 
1, 4, 6, 50, 51 AND 52). 

FIRST USE 9-13-2000; IN COMMERCE 9-13-2000. 


2,430,166. TAMA, INC., NEW YORK, NY. SN 75-145,652. PUB. 
7-8-1997, FILED 8-6-1996. 


TAMA 


FOR COSMETICS, FRAGRANCES AND TOILETRIES, NAME- 
LY, FACE, HAND AND BODY LOTIONS; FACE, HAND AND 
BODY CREAMS, TOILET WATERS, BATH AND BODY OILS; 
COLOGNES; EAU DE PERFUME, EAU DE TOILETTE (U.S. CLS. 
1, 4, 6, 50, 51 AND 52). 

FIRST USE 9-13-2000; IN COMMERCE 9-13-2000. 


2,430,177. OSIS, INC., BRONXVILLE, NY. SN 75-240,999. PUB. 
12-16-1997, FILED 2-13-1997. 


RIBOSYS 


FOR SKIN CREAM INGREDIENTS, NAMELY, ANTI-AGING 
COMPOUNDS AND MOISTURIZERS (U.S. CLS. 1, 4, 6, 50, 51 
AND 52). 

FIRST USE 2-14-1997, IN COMMERCE 2-14-1997. 
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2,430,248. NIOXIN RESEARCH LABORATORIES, INC., LITHIA 
SPRINGS, GA. SN 75-471,220. PUB. 11-24-1998, FILED 
4-21-1998. 


CELLOXIN 


FOR HAIR CARE PREPARATIONS (U.S. CLS. 
AND 52). 
FIRST USE 1-0-1999; IN COMMERCE 1-0-1999. 


1, 4, 6, 50, 51 


2,430,266. MARY KAY INC., DALLAS, TX. SN 75-492,756. PUB. 
9-14-1999, FILED 5-28-1998. 


SPEED SET 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**SET’’, APART FROM THE MARK AS SHOWN. 

FOR NAIL CARE PRODUCTS, NAMELY, NAIL POLISH TOP 
COAT (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 1-27-1999; IN COMMERCE 1-27-1999. 


2,430,267. MASCOLO BROTHERS LIMITED, CARROLLTON, 
TX. SN 75-493,535. PUB. 1-5-1999, FILED 5-29-1998. 


MOISTURE MANIAC 


FOR HAIR CARE PREPARATIONS (U.S. CLS. 1, 4, 6, 50, 51 
AND 52). 
FIRST USE 7-0-1998; IN COMMERCE 7-0-1998. 


2,430,292. BEAUTIFUL IMAGE COSMETICS, LLC, SAN DIEGO, 
CA. SN 75-531,338. PUB. 4-13-1999, FILED 8-5-1998. 


beautifu l IMAGE 


cos 


by 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**COSMETICS”’, APART FROM THE MARK AS SHOWN. 

FOR COSMETICS, NAMELY, LIPSTICK, LIP PENCILS, MAS- 
CARA AND FOUNDATION (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 8-10-1997; IN COMMERCE 5-4-1998. 


2.430.313. FAR WEST BOTANICALS, TIBURON, CA. SN 
75-564,654. PUB. 7-27-1999, FILED 10-S—1998. 


FAR WEST BOTANICALS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**BOTANICALS”’, APART FROM THE MARK AS SHOWN. 
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CLASS 3—{Continued). 


FOR COSMETICS, NAMELY, SKIN CARE PREPARATIONS 
(U.S. CLS. 1, 4, 6, 50, 51 AND 52) 
FIRST USE 3--14-2000; IN COMMERCE 3-14-2000 


2,430,344. MARY KAY INC., DALLAS, TX. SN 75-616,349. PUB. 
9-14-1999, FILED 1-6-1999. 


BELARA 


FOR PERFUMES; COLOGNES; FRAGRANCE PRODUCTS, 
NAMELY, BATH AND SHOWER GELS, BODY SOAPS, ESSEN- 
TIAL OILS FOR PERSONAL USE, BATH OILS AND BODY OILS; 
BODY LOTIONS, CREAMS AND POWDERS; AND BODY 
SPRAYS AND MISTS (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 7-15-1999; IN COMMERCE 7-15-1999. 


2,430,346. E. EXCEL INTERNATIONAL, INC., SPRINGVILLE, 
UT. SN 75-620,048. PUB. 12-21-1999, FILED 1-13-1999 


TRULIPS 


FOR COSMETICS, NAMELY, LIPSTICK (U.S. CLS. 1, 4, 6, 
50, 51 AND 52). 
FIRST USE 7-1-2000; IN COMMERCE 7-1-2000. 


2,430,355. LABORATOIRE GARNIER & CIE, 75008 PARIS, 
FRANCE. SN 75-624,047. PUB. 12-7-1999, FILED 1-21-1999. 


NUTRISSE 


FOR HAIRCOLOR (U.S. CLS. 1, 4, 6, 50, 51 AND 52) 
FIRST USE 5-0-1999; IN COMMERCE 5-0-1999. 


2,430,361. AVON PRODUCTS, INC., NEW YORK, NY. SN 
75-628,351. PUB. 5-30-2000, FILED 1-26-1999 


ENERGIZING MANDARIN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“*MANDARIN”’, APART FROM THE MARK AS SHOWN. 

FOR SHOWER GEL, BODY LOTION, PERFUMED BODY 
MIST, LIQUID TALC (U.S. CLS. 1, 4, 6, 50, 5! AND 52). 

FIRST USE 7-0-1999; IN COMMERCE 7-0-1999. 


2,430,362. DEL LABORATORIES, INC., UNIONDALE, NY. SN 
75-628,364. PUB. 12-7—-1999, FILED 1-26-1999. 


BLUSHING BRONZER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**BRONZER"’, APART FROM THE MARK AS SHOWN. 

FOR BLUSHER (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 5-0-1999; IN COMMERCE 5-0-1999. 
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2,430,372. PROCTER & GAMBLE COMPANY, THE, CIN- 
CINNATIL, OH. SN_ 75-638,312. PUB. 11-9-1999, FILED 
2-17-1999. 


PANTENE PRO-V PRO-V 
COLOR 


OWNER OF USS. REG. NOS. 638,163, 1,484,935, AND OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**COLOR"’, APART FROM THE MARK AS SHOWN. 

FOR HAIR CARE PRODUCTS, NAMELY, SHAMPOO, CONDI- 
TIONER, STYLING GELS AND MOUSSES, HAIRSPRAY (U.S. 
CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 5-17-1999; IN COMMERCE 5-17-1999. 


2,430,466. BODY FITNESS PRODUCTS, INC., MIAMI, FL. SN 
75-729,810. PUB. 12-21-1999, FILED 6-16-1999. 


FIGURET 2000 


FOR COSMETICS, NAMELY BODY CREAMS (U.S. CLS. 1, 
4, 6, 50, 51 AND 52). 
FIRST USE 5-0-1999; IN COMMERCE 5-0-1999. 


2,430,479. AVON PRODUCTS, INC., NEW YORK, NY. SN 
75-761,619. PUB. 5-30-2000, FILED 7-27-1999. 


BERRY APPLEBERRY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
‘‘APPLEBERRY™’, APART FROM THE MARK AS SHOWN. 

FOR FRAGRANCE PRODUCTS, NAMELY, FRAGRANCED 
BODY SPRAY (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 6-0-2000; IN COMMERCE 6-0-2000. 


2,430,497. AVON PRODUCTS, INC., NEW YORK, NY. SN 
75-823,988. PUB. 5-30-2000, FILED 10-15-1999. 


BIOVITE 


OWNER OF U.S. REG. NO. 1,335,029. 

FOR NON-MEDICATED MOISTURIZING COMPONENT AS 
USED IN INGREDIENT COMPLEX IN COSMETICS, NAMELY, 
NAIL ENAMEL AND NAIL CONDITIONERS (U.S. CLS. 1, 4, 
6, 50, 51 AND 52). 

FIRST USE 4-0-2000; IN COMMERCE 4-0-2000. 


2,430,503. L’OREAL, 75008 PARIS, FRANCE. SN 75-980,027. 
PUB. 6-22-1999, FILED 11-S—1998. 


VITA-CIMENT 


FOR SHAMPOOS; SPRAYS AND BALMS FOR HAIR STYLING 
AND HAIR CARE (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 
FIRST USE 5-0-1999; IN COMMERCE 5-0-1999. 
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2.430.237. BELAE BRANDS, INC. PHOENIX, AZ. SN __ 2,430,330. SCHREIBER, ROBERT, CHESTERTOWN, MD. SN 
75-453,322. PUB. 12-28-1999, FILED 3-19-1998. 75-598,642. PUB. 11-2-1999, FILED 12-2-1998. 


OUTLOOK COLONCHEK 


FOR CANDLES (USS. CLS. 1, 6 AND 15). FOR FECAL OCCULT BLOOD TEST KITS FOR HOME USE 


2h termapaapgron ly i ciate (US. CLS. 6, 18, 44, 46, 51 AND 52). 
a ee ee FIRST USE 5~1-1999; IN COMMERCE 5-1-1999. 


CLASS 5—PHARMACEUTICALS 2,430,354. STATE INDUSTRIAL PRODUCTS, CLEVELAND, OH. 
SN 75-623,984. PUB. 12-7-1999, FILED 1-20-1999. 
2,430,170. CHAI-NA-TA CORPORATION, LANGLEY, BRITISH 
COLUMBIA, CANADA. SN 75-185,584. PUB. 6-15-1999, 
FILED 10-22-1996. 





CNT 2000 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**2000"", APART FROM THE MARK AS SHOWN. 

FOR GINSENG EXTRACT FOR USE AS A DIETARY FOOD 
SUPPLEMENT (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 

FIRST USE 7-29-1996; IN COMMERCE 7-29-1996. 





2,430,195. El. DU PONT DE NEMOURS AND COMPANY, WIL- FOR AIR FRESHENERS; ROOM DEODORIZING AND ODOR 
MINGTON, DE. SN_ 75-324,474. PUB. 5-5-1998, FILED SUPPRESSING PREPARATIONS; SANITARY PREPARATIONS, 
7-14-1997. NAMELY, BACTERICIDES, ALGAECIDES, GERMICIDES, IN- 

SECTICIDES, ENZYMES, AND FUNGICIDES FOR USE IN SEW- 
AGE PLANTS, SEPTIC TANKS, HOSPITALS, NURSING HOMES, 
STEWARD KITCHENS, DAY CARE CENTERS, VErERINARY HOSPITALS 
AND KENNELS (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 
FIRST USE 12-29-1999; IN COMMERCE 12-29-1999. 


FOR INSECTICIDES FOR AGRICULTURAL USE (U.S. CLS. 
6, 18, 44, 46, 51 AND 52). 
FIRST USE 6-22-2000; IN COMMERCE 6-29-2000 


CLASS 6—METAL GOODS 


2,430,168. WM. WRIGLEY JR. COMPANY, CHICAGO, IL. SN 
2,430,231. GREEN FOUNTAIN HERBAL SUPPLEMENT CO., 75-156,997. PUB. 11-25-1997, FILED 8-28-1996. 

THE, SANTA BARBARA, CA. SN 75-443,005. PUB. 1-26-1999, 

FILED 3-2-1998. 


WRIGLEY’S 


GOLDEN MEMORY OWNER OF U.S. REG. NOS. 192,523, 1,938,113, AND OTHERS. 

SEC. 2(F). 
; FOR JEWELRY BOXES OF METAL AND METAL CLIPS USED 
ana DIETARY SUPPLEMENT (U.S. CLS. 6, 18, 44, TO HOLD AND SEPARATE KEYS (US. CLS. 2, 12, 13, 14, 


ND 5. Ma a 23, 25 AND 50). 
s ~]—1999. —|- t 
FURST USE 1-1-1999; IN COMMERCE 1-1-1999 FIRST USE 8-12-1999; IN COMMERCE 8-12-1999. 


2,430,320. ADVANCED PRODUCT TECHNOLOGIES, INC., 430.196. EMHART INC., NEWARK. DE. SN 75-328,649. PUB. 
LENEXA, KS. SN 75-581,264. PUB. 11-30-1999, FILED 7-21-1998. FILED 7-22-1997. 
11-2-1998. 


OX-OGENOL GEO 


FOR METAL FASTENERS, NAMELY, RIVETS FOR USE IN 
FOR NUTRITIONAL SUPPLEMENTS (U.S. CLS. 6, 18, 44, 46, _ ASSEMBLY OR REPAIR (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 
51 AND 52). ‘ 
FIRST USE 1-18-1999; IN COMMERCE 1-18-1999. FIRST USE 10-1—1997; IN COMMERCE 10-1-1997. 
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CLASS 6—(Continued). 


2,430,223. BEN DUN, SCIO, OR. 
1-12-1999, FILED 1-20-1998. 


SN 75-420,762. PUB. 


SLICKFOLD 


FOR PORTABLE METAL BUILDINGS (U.S. CLS. 2, 12, 13, 
14, 23, 25 AND 50). 
FIRST USE 6-9-2000; IN COMMERCE 7-17-2000. 


2,430,311. ALUSUISSE ALUMINUM U.S.A. INC., FAIR LAWN, 
NJ. SN 75-563,875. PUB. 11-30-1999, FILED 10-1-1998. 


GLOBAL ALUMINUM 
PRODUCTS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“ALUMINUM PRODUCTS’, APART FROM THE MARK AS 
SHOWN. 

FOR ALUMINUM AND ITS ALLOYS IN THE FORM OF 
PLATE, SHEET, STRIP, FOIL, ROD, TUBES, COILS, 
TREADPLATE, PIPES (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50). 

FIRST USE 7-0-2000; IN COMMERCE 7-0-2000. 


2,430,312. NELSON & ASSOCIATES RESEARCH, INC., CLIN- 
TON TOWNSHIP, MI. SN 75-564,348. PUB. 9-28-1999, FILED 
10-S—1998. 


CCl 


FOR CARBON CONTAINING ALLOY TOOL STEEL FOR USE 
IN PRODUCING ITEMS SUCH AS TOOLS, DIES AND CAST- 
INGS (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50). 

FIRST USE 8-1-2000; IN COMMERCE 8-1-2000. 


2,430,423. B.G.M. FASTENER CO., INC., HONESDALE, PA. SN 
75-684,749. PUB. 12-14-1999, FILED 4-19-1999. 


BGM 


FOR METAL FASTENERS, NAMELY, NUTS, 


25 AND 50). 
FIRST USE 9-17-1999, IN COMMERCE 9-17-1999. 


BOLTS, 
SCREWS, WASHERS AND PINS (U.S. CLS. 2, 12, 13, 14, 23, 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 7—MACHINERY 


2,430,261. BARRETO MANUFACTURING, INC., LAGRANDE, 
OR. SN 75-486,292. PUB. 6-15-1999, FILED 5-15-1998. 


SNAP-LOC 


FOR WALK-BEHIND POWER UNIT FOR PROPELLING AND 
PROVIDING POWER TO EQUIPMENT SUCH AS TRENCHERS, 
ROTOTILLERS, AND/OR SNOW BLOWERS (U.S. CLS. 13, 19, 
21, 23, 31, 34 AND 35). 

FIRST USE 6-8-1999; IN COMMERCE 6-8-1999. 


2,430,328. ASSEMBLED PRODUCTS CORPORATION, DBA 
SPRAY MASTER TECHNOLOGIES, ROGERS, AR. SN 
75-596,914. PUB. 11-9-1999, FILED 11-30-1998. 


HUMMER JET JR. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“JET”, APART FROM THE MARK AS SHOWN. 

FOR CLEANING MACHINES THAT ATTACH TO HIGH-PRES- 
SURE SPRAY EQUIPMENT FOR CLEANING FLAT SURFACES 
(U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 

FIRST USE 6-30-1998; IN COMMERCE 6-30-1998. 


2,430,334. ASSEMBLED PRODUCTS CORPORATION, DBA 
SPRAY MASTER TECHNOLOGIES, ROGERS, AR. SN 
75-607,553. PUB. 11-23-1999, FILED 12-17-1998. 


AUNTIE J ie, 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“JET” OR THE REPRESENTATION OF THE GOODS, APART 
FROM THE MARK AS SHOWN. 

FOR CLEANING ATTACHMENT FOR HIGH-PRESSURE 
SPRAYERS FOR CLEANING FLAT SURFACES (U.S. CLS. 13, 
19, 21, 23, 31, 34 AND 35). 

FIRST USE 6-30-1998; IN COMMERCE 6-30-1998. 
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2,430,351. 
SN 75-623,111. PUB. 12-7-1999, FILED 1-20-1999 








FOR HYDRAULIC PUMPS; AUTOMATIC MECHANICAL DIS- 
PENSERS FOR INDUSTRIAL PROCESSES, NAMELY, HOS- 
PITALS, MANUFACTURERS, HOTELS, RESTAURANTS, MILI- 
TARY INSTALLATIONS, SCHOOLS AND GOVERNMENT IN- 
STALLATIONS; HIGH PRESSURE WASHING MACHINES; MA- 
CHINES FOR CLEANING, WAXING, AND BUFFING FLOORS; 
SPRAY GUNS FOR APPLYING INSECTICIDES AND _ DIS- 
PENSING CLEANING PREPARATIONS (U.S. CLS. 13, 19, 21, 
23, 31, 34 AND 35). 

FIRST USE 4-3-2000; IN COMMERCE 4-3-2000. 


2,430,397. BHA GROUP HOLDINGS, INC., KANSAS CITY, MO. 
SN 75-659,469. PUB. 3-21-2000, FILED 3-12-1999. 


POWERWAVE 


FOR CLEANING DEVICE FOR INDUSTRIAL AIR POLLUTION 
CONTROL EQUIPMENT, NAMELY, ACOUSTIC HORNS AND 
REPLACEMENT PARTS TO PRODUCE LOW FREQUENCY AND 
HIGH INTENSITY SOUND WAVES THAT LOOSEN COLLECTED 
OR IMACTED DUST AND DEBRIS WITHOUT DAMAGING THE 
EQUIPMENT (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 

FIRST USE 4-30-1999; IN COMMERCE 5-18-1999. 


2,430,498. CHIEF AUTOMOTIVE SYSTEMS, INC., GRAND IS- 
LAND, NE. SN_ 75-825,913. PUB. 6-27-2000, FILED 
10-19-1999. 


STREAMLINER 


OWNER OF US. REG. NOS. 
2,142,370 

FOR MULTIPURPOSE MACHINES USED FOR CONVEN- 
TIONAL VEHICLE REPAIR FOLLOWING COLLISION DAMAGE 
TO REALIGN THE VEHICLE (U.S. CLS. 13, 19, 21, 23, 31, 34 
AND 35). 

FIRST USE 12-3-1999; IN COMMERCE 12-3-1999. 


1,316,675, 1,995,208, AND 
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2,430,502. SHOWA SHINKU 
JAPAN. SN 75-979,966. PUB 


CO., LTD.. KANAGAWA-KEN, 
10-19-1999, FILED 3-20-1998. 


SHOWA 


FOR VACUUM EVAPORATION MACHINES (U.S. CLS. 13, 19, 
21, 23, 31, 34 AND 35). 
FIRST USE 2-0-1978; IN COMMERCE 9-0-1993. 


CLASS 8—HAND TOOLS 


2,430,244. APPLIED CONCEPTS, INC., WARRENDALE, PA. SN 
75-461,168. PUB. 6-22-1999, FILED 4-2-1998. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**PRO’’, APART FROM THE MARK AS SHOWN. 

FOR PLIERS (U.S. CLS. 23, 28 AND 44). 

FIRST USE 3-1-1999; IN COMMERCE 4-3-2000. 


2,430,280. AWI ACQUISITION COMPANY, DBA ALLIED 
INTERNATIONAL, SYLMAR, CA. SN_ 75-515,019. PUB. 
8-24-1999, FILED 7-7-1998. 


DYNA-DRIVE 


FOR MANUALLY-OPERATED, HAND HELD TOOLS AND 
TOOL SETS, NAMELY, WRENCHES, COMBINATION WRENCH- 
ES, BOX-END WRENCHES, OPEN-END WRENCHES, WRENCH 
SETS, SOCKET SETS, SOCKETS AND SOCKET WRENCHES 
(U.S. CLS. 23, 28 AND 44). 

FIRST USE 1-0-1999; IN COMMERCE 1-0-1999. 
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2.430.409. WORLD TABLEWARE INC., TOLEDO, OH. SN 
75-669,659. PUB. 12-14-1999, FILED 3-29-1999. 


CONTEMPRA 


FOR STAINLESS STEEL FLATWARE, NAMELY, KNIVES, 
FORKS AND SPOONS (U.S. CLS. 23, 28 AND 44). 
FIRST USE 10-0-1999; IN COMMERCE 10-0--1999 


2,430,469. VALOR CORPORATION OF FLORIDA, MIAMI, FL. 
SN 75-733,325. PUB. 2-22-2000, FILED 6-21-1999 


TARPON BAY 


FOR KNIVES, NAMELY, SPORTING KNIVES, POCKET 
KNIVES AND HUNTING KNIVES (U.S. CLS. 23, 28 AND 44). 
FIRST USE 7-1-1999; IN COMMERCE 7-1-1999. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


2,430,161. SENSABLE TECHNOLOGIES, INC., CAMBRIDGE, 
MA. SN 75-120,618. PUB. 5-13-1997, FILED 6-18-1996. 


NETTOUCH. 


FOR COMPUTER SOFTWARE AND HARDWARE, NAMELY, 
COMPUTER INFORMATION NETWORK MULTIMEDIA INTER- 
FACES FOR USE WITH HAPTIC INTERFACES, HAPTIC INTER- 
FACE DEVICES, HAPTIC DISPLAYS, AND HAPTIC REN- 
DERERS, FOR PROVIDING HAPTIC FEEDBACK, NAMELY. 
TACTILE FEEDBACK AND FORCE-FEEDBACK, WITH RE- 
SPECT TO REAL OR VIRTUAL OBJECTS UNDER COMPUTER 
CONTROL (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 5-15-2000; IN COMMERCE 5-15-2000. 


2,430,162. O-IN DESIGN AUTOMATION, INC., SAN JOSE, CA, 
BY ASSIGNMENT WHITE, STEVE, SAN JOSE, CA. SN 
75-121,885. PUB. 3-11-1997, FILED 6-19-1996 


0-IN 


THE MARK IS THE NUMBER ZERO WITH THE WORD “IN” 
FOR COMPUTER SOFTWARE FOR USE IN THE DESIGN OF 

INTEGRATED CIRCUITS (U.S. CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 11-0-1999; IN COMMERCE 11-00-1999. 


2,430,172. MICROSOFT CORPORATION, REDMOND, WA, BY 
MERGER; BY ASSIGNMENT FASA INTERACTIVE TECH- 
NOLOGIES, INC., CHICAGO, IL. SN 75-197,913. PUB. 
8-31-1999, FILED 11-14-1996. 


MECHCOMMANDER 


OWNER OF U.S. REG. NOS. 1,404,241 AND 1,476,062. 
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FOR COMPUTER GAME PROGRAMS, AND INSTRUCTION 
MANUALS SOLD AS A UNIT (U.S. CLS. 21, 23, 26, 36 AND 
38) 


FIRST USE 6-23-1998; IN COMMERCE 6-23-1998 


2.430.175. PITTWAY CORPORATION, CHICAGO, IL. SN 
75-236,575. PUB. 1-6-1998, FILED 2-5-1997 


VISTAKEY 


OWNER OF U.S. REG. NO. 1,753,760. 

FOR ALARM AND SECURITY SYSTEMS COMPRISING CEN- 
TRAL CONTROLLER FOR ELECTRICAL AND ELECTRONIC 
APPARATUS, ELECTRICAL, MECHANICAL AND ELECTRONIC 
ALARMS, FIRE AND SMOKE DETECTORS, AUTOMATIC 
LIGHTING, TIMING CONTROLS, OPEN AND CLOSED CIRCUIT 
VIDEO MONITORS, SWITCHES AND SENSORS, ELECTRIC 
MAGNETIC CONTACTS, RELAYS, TRANSMITTERS, RECEIV- 
ERS AND PROCESSORS OF ELECTRONIC SIGNALS (U.S. CLS 
21, 23, 26, 36 AND 38). 

FIRST USE 3-21-2000; IN COMMERCE 3-21-2000 


2,430,179. HAREL, AVRAHAM, HAIFA 34335, 
75-251,229. PUB. 4-7-1998, FILED 3-4-1997. 


ISRAEL. SN 


ERGOLIGHT 


FOR COMPUTER SOFTWARE FOR EVALUATING AND EN- 
HANCING THE USABILITY OF INTERACTIVE SOFTWARE AP- 
PLICATIONS (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 5-0-1999; IN COMMERCE 5-0-1999. 


2,430,180. EXIDE CORPORATION, READING, PA. SN 
75-251,795. PUB. 5-4-1999, FILED 3-4-1997. 


BATTERY PIT STOP 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
‘*BATTERY"’, APART FROM THE MARK AS SHOWN. 

FOR BATTERIES FOR VEHICLES (U.S. CLS. 21, 23, 26, 36 
AND 38). 

FIRST USE 2-0-1997, IN COMMERCE 2-0-1997 


2,430,185. HARRIS CORPORATION. MELBOURNE, FL. SN 
75-279,317. PUB. 10-12-1999, FILED 4-22-1997. 


DIAMOND CD 


FOR COMMERCIAL BROADCASTING DIGITAL TELEVISION 
TRANSMITTERS AND PARTS THEREFOR, EXCLUDING CLOSE 
CIRCUIT TELEVISION TRANSMITTERS (U.S. CLS. 21, 23, 26, 
36 AND 38) 

FIRST USE 4-1-1997; IN COMMERCE 4-1-1997. 
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2,430,186. ARIS SOFTWARE, [INC., BELLUVE, 
75-279,965. PUB. 4-14-1998, FILED 4-23-1997 


WA. SN _— 2,430,192. PROCARD, INC., GOLDEN, CO. SN 75-309,281. PUB. 


1-20-1998, FILED 6-16-1997. 


Procard 


NOETIX 


FOR COMPUTER SOFTWARE, NAMELY, PROGRAMS THAT 
ENHANCE PERFORMANCE AND USABILITY OF DATABASES, 
AND SOFTWARE MANUALS SOLD AS A UNIT THEREWITH 


(U.S. CLS. 21, 23, 26, 36 AND 38) 
FIRST USE 6-30-1997, IN COMMERCE 6-30-1997 


2,430,187. WISDOMBUILDER, LLC, 
75-284,575. PUB. 9-28-1999, FILED 5-1-1997. 


WISDOM BUILDER 


FOR COMPUTER DATA ANALYSIS SOFTWARE FOR EDU- 
CATIONAL, INSTITUTIONAL, AND COMMERCIAL USE IN OR- 
GANIZING AND NAVIGATING INFORMATION IN LARGE 
QUANTITIES AND CONDUCTING LINK ANALYSIS ON SUCH 
INFORMATION FOR THE PURPOSE OF RESEARCH AND RE- 
PORT GENERATION (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 1-2-1997; IN COMMERCE 5-22-1997. 


2.430,191. CREDENCE SYSTEMS CORPORATION, FREMONT, 
CA. SN 75-306,193. PUB. 9-14-1999, FILED 6-10-1997. 


VALSTAR 


FOR SEMICONDUCTOR TESTERS AND COMPONENTS 
THEREFOR, ELECTRONIC INSTRUMENTS FOR USE WITH 
SEMICONDUCTOR TESTERS, NAMELY ARBITRARY WAVE- 
FORM GENERATORS, ANALOG CAPTURE PORTS, CAPTURE 
PROCESSOR BOARDS, REFERENCE SUPPLY BOARDS AND 
FUNCTION GENERATORS, SOFTWARE FOR USE IN CONJUNC- 
TION WITH A SEMICONDUCTOR TESTER FOR CONTROLLING 
OPERATION OF THE TESTER, FOR DIAGNOSIS AND CALI- 
BRATION OF TESTER HARDWARE, AND FOR ACQUISITION 
OF TEST DATA; AND MANUALS SOLD AS A UNIT WITH 
THE SOFTWARE (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 9-0-1998; IN COMMERCE 9-0-1998. 


COLUMBIA, MD. SN 


PUS Tet 


OWNER OF U.S. REG. NO. 1,583,905. 

FOR COMPUTER SOFTWARE WHICH GENERATES FINAN- 
CIAL REPORTS FOR USE IN CONNECTION WITH A COM- 
PUTER BASED CREDIT CARD SYSTEM (U.S. CLS. 21, 23, 26, 
36 AND 38). 

FIRST USE 4-15-1997; IN COMMERCE 10-1—1997. 


2,430,197. MICRON TECHNOLOGY, INC., BOISE, ID, BY AS- 
SIGNMENT MICRON ELECTRONICS, INC., NAMPA, ID. SN 
75-333,365. PUB. 5-26-1998, FILED 7-31-1997. 


SAMURAI 


FOR INTEGRATED CIRCUITS, NAMELY, 
LOGIC DEVICES (U.S. CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 10-11-1999; IN COMMERCE 10-11-1999. 


INTEGRATED 


2,430,201. TRISTAR PKODUCTS, INC., PARSIPPANY, NJ. SN 
75-344,152. PUB. 6-29-1999, FILED 8-20-1997. 


EUROSEALER 


FOR HOUSEHOLD APPLIANCE, NAMELY, A SMALL ELEC- 
TRICAL APPLIANCE THAT SEALS PLASTIC STORAGE BAGS 
BY HEATING THE END OF THE BAG AND MELTING THE 
PLASTIC TO FORM A SEAL (U.S. CLS. 21, 23, 26, 36 AND 
38). 

FIRST USE 8-0-1997; IN COMMERCE 8-0-1997 
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2,430,203. ICARIAN, INC., SUNNYVALE, CA, BY CHANGE OF 
NAME ICARIAN, LLC, LOS GATOS, CA. SN 75-355,664. PUB. 
12-21-1999, FILED 9-12--1997 


ICARIAN 


FOR COMPUTER SOFTWARE, NAMELY, DISKETTES AND 
COMPACT DISCS FOR USE IN DATABASE MANAGEMENT 
AND COMPUTER SOFTWARE FOR USE IN DATABASE MAN- 
AGEMENT THAT MAY BE DOWNLOADABLE FROM A GLOB- 
AL COMPUTER NETWORK, ALL IN THE FIELDS OF RECRUIT- 
ING, HIRING, EMPLOYEE RETENTION, AND EMPLOYEE MAN- 
AGEMENT (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 9-30-1997; IN COMMERCE 9-30-1997. 


2,430,206. ACROSOFT CORPORATION, COLUMBIA, SC. SN 
75-357,748. PUB. 10-26-1999, FILED 9-16-1997. 


A 


CORPORATION 
Putting information in its place. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**CORPORATION"’, APART FROM THE MARK AS SHOWN 

FOR COMPUTER SOFTWARE FOR USE IN DOCUMENT IM- 
AGING AND ALL-PURPOSE INFORMATION MANAGEMENT 
(U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 4-19-1997, IN COMMERCE 4-19-1997 


2,430,209. ACCU-MED SERVICES, INC.. MILFORD, OH. SN 
75-384,838. PUB. 12-28-1999, FILED 11-S—1997. 


ACCU-MAX 


FOR MANAGED CARE COMPUTER SOFTWARE FEATURING 
CLINICAL MANAGEMENT PROGRAMS, FINANCIAL MANAGE- 
MENT PROGRAMS, RESIDENT AND PROSPECTIVE RESIDENT 
MANAGEMENT PROGRAMS AND PROSPECTIVE PAYMENT 
SYSTEM PROGRAMS FOR USE ON A COMPUTER SYSTEM 
OF A LONG-TERM HEALTH CARE FACILITY (U.S. CLS. 21, 
23, 26, 36 AND 38). 

FIRST USE 0-0-1996; IN COMMERCE 0-0-1996. 
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2,430,210. CENZANO, OTTO M., JR., PACIFIC PALISADES, CA. 
SN 75-384,937. PUB. 7-6-1999, FILED 1 1-5-1997. 


BYWAYS 


FOR COMPUTER HARDWARE; COMPUTER SOFTWARE FOR 
USE IN DATA PROCESSING; COMPUTER SOFTWARE FOR USE 
IN TELECOMMUNICATIONS, NAMELY, THE TRANSMISSION 
AND RECEPTION OF SIGNALS (U.S. CLS. 21, 23, 26, 36 AND 
38). 

FIRST USE 1-0-2000; IN COMMERCE 1-0-2000. 


2,430,214. HAZELTINE CORPORATION, GREENLAWN, NY. SN 
75-—393,335. PUB. 4-13-1999, FILED 11-20-1997. 


SOUND SOLUTIONS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**SOUND"’, APART FROM THE MARK AS SHOWN. 

FOR UNDERWATER ACOUSTIC EQUIPMENT, NAMELY, EX- 
PENDABLE COUNTERMEASURE DEVICES, RF COMMUNICA- 
TION BUOYS, TRANSDUCERS, ARRAYS AND FISH DETER- 
RENT DEVICES (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 1-18-2000; IN COMMERCE 1-18-2000. 


2,430,218. ACCU-MED SERVICES, INC., MILFORD, OH. SN 
75—402,868. PUB. 1-11-2000, FILED 12-10-1997. 


ACCU-MEASURE 


FOR COMPUTER SOFTWARE FOR USE IN QUALITY CON- 
TROL AND PERFORMANCE RELATED OUTCOMES TRACK- 
ING, RESEARCH UTILIZATION GUIDELINES (‘*RUG**) RE- 
LATED DATA COMPARISON, PHARMACEUTICAL TRACKING, 
PROVIDING ON-LINE QUALITY INDICATORS PROGRAM 
MANUAL AND DOCUMENTATION WORKSHEETS, ALL USED 
IN THE FIELD OF HEALTH CARE ADMINISTRATION AND 
PACKAGED AS A UNIT (US. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 0-0-1997; IN COMMERCE 0-0-1997. 


2,430,224. HEALTH CARE VALUE SYSTEMS, INC., CRAN- 
STON, RI. SN 75-422,655. PUB. 1-26-1999, FILED 1-26-1998. 


V-MAP 


FOR COMPUTER PROGRAM FOR ANALYZING DIAGNOSTIC 
IMAGING DATA (U.S. CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 1-0-1999; IN COMMERCE 1-0-1999. 
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2,430,227. TELEDYNE TECHNOLOGIES INCORPORATED, LOS 
ANGELES, CA, BY ASSIGNMENT TELEDYNE INDUSTRIES 
INC., LOS ANGELES, CA. SN 75-431,761. PUB. 10-5-1999, 
FILED 2-10-1998. 


MODEL 2002 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**MODEL”’, APART FROM THE MARK AS SHOWN. 

FOR ELECTRONIC VACUUM GAUGE AND CONTROLLER 
FOR MEASURING AND CONTROLLING THE PRESSURE IN 
ANY SYSTEM BY SENSING THE DEGREE OF PARTIAL VACU- 
UM (USS. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 5-1-1998; IN COMMERCE 5-1-1998. 


2,430,228. TELEX COMMUNICATIONS, INC., MINNEAPOLIS, 
MN. SN 75-438,570. PUB. 12-29-1998, FILED 2-23-1998. 


VARIPLEX 


FOR LOUDSPEAKERS (U.S. CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 6-12-1998; IN COMMERCE 6-12-1998. 


2,430,230. MNSTAR TECHNOLOGIES, INC., GRAND RAPIDS, 
MN. SN 75-442,410. PUB. 12-28-1999, FILED 2-25-1998 


s Technologies, inc. = 





NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“*TECHNOLOGIES, INC."", APART FROM THE MARK AS 
SHOWN. 

THE LINING IS A FEATURE OF THE MARK AND DOES 
NOT INDICATE COLOR. 

FOR ELECTRONIC COMPONENTS FOR VEHICLES; NAME- 
LY, TIMERS, RELAY CONTROL UNITS AND WIRING HAR- 
NESSES (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 3-31-1998; IN COMMERCE 12-14-1998. 


2,430,241. GUARDIAN FIBERGLASS, INC., ALBION, MI. SN 
75-457,848. PUB. 12-28-1999, FILED 3-27-1998. 


ISP 


FOR SOFTWARE FOR USE IN TRAINING INSTALLERS IN 
THE INSTALLATION OF THERMAL BUILDING INSULATION 
(U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 3-0-1998; IN COMMERCE 4-0-1998 
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2,430,249. DISCOVERY COMMUNICATIONS, INC., BETHESDA, 
MD. SN 75-471,936. PUB. 3-23-1999, FILED 4-22-1998. 


EXPLORE YOUR WORLD 


FOR MAGNETS; VIDEO GAME CARTRIDGES; COMPUTER 
GAME PROGRAMS; STEREOSCOPIC VIEWERS AND SLIDE 
REELS; CALCULATORS; PRE-RECORDED CASSETTE TAPES 
FEATURING EDUCATIONAL TOPICS; PRE-RECORDED DIG- 
ITAL AUDIO TAPES FEATURING EDUCATIONAL TOPICS (U.S. 
CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 8-30-1999; IN COMMERCE 8-30-1999. 


2,430,254. MICROSOFT CORPORATION, REDMOND, WA. SN 
75-480,182. PUB. 12-21-1999, FILED 5-6-1998. 


ACTIVE DIRECTORY 


OWNER OF U.S. REG. NOS. 2,105,882, 2,248,228, AND OTH- 
ERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**DIRECTORY’’, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER SOFTWARE, NAMELY NETWORK OPER- 
ATING SYSTEM PROGRAMS AND UTILITY PROGRAMS FOR 
USE THEREWITH (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 9-0-1997; IN COMMERCE 9-0-1997. 


2,430,259. ADVANCED TECHNOLOGY MATERIALS, INC., 
DANBURY, CT. SN 75—484,708. PUB. 4-27-1999, FILED 
5-13-1998. 


THESEUS 


FOR INTEGRATED CIRCUITRY CORE ARCHITECTURE FOR 
SMART CARDS (U.S. CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 12-23-1998; IN COMMERCE 12-23-1998. 


2,430,269. OBERMAN, TIVOLI, MILLER & PICKERT, INC., LOS 
ANGELES, CA, BY CHANGE OF NAME OBERMAN, TIVOLI 
& MILLER LIMITED, LOS ANGELES, CA. SN 75-494,221. 
PUB. 12-21-1999, FILED 6-1-1998. 


MEDIAWIN 


FOR PAYROLL AND FINANCIAL MANAGEMENT SOFT- 
WARE AND COMPUTER PROGRAMS FOR USE IN THE ENTER- 
TAINMENT INDUSTRY (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 11-0-1999; IN COMMERCE 11-0-1999. 
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2,430,293. LUCAS LICENSING LTD. NICASIO, CA. SN 
75-531,834. PUB. 9-7-1999, FILED 8-6-1998. 


EPISODE I 


FOR CD-ROMS FEATURING SCIENCE FICTION GAMES (U.S. 
CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 4-24-1999, IN COMMERCE 4-24-1999 


2,430,298. WARPSPEED, INC., CITY OF INDUSTRY, CA. SN 
75-539,466. PUB. 7-6-1999, FILED 8-17-1998. 


ONSPEED 


FOR COMPUTER KEYBOARDS, CIRCUITRY BOARDS AND 
INTERFACE CARDS (U.S. CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 11—1—1999; IN COMMERCE 11-1-1999. 


2,430,303. ACD SYSTEMS LTD., SAANICHTON, BRITISH CO- 
LUMBIA, CANADA. SN 75-548,360. PUB. 12-21-1999, FILED 
9-3-1998. 


IMAGE FOX 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**IMAGE”’, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER SOFTWARE FOR VIEWING IMAGES (U.S. 
CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 12-5—1998,; IN COMMERCE 12-S-1998. 


2,430,307. TOWA CORPORATION CO., 
830-0047, 
9-18-1998. 


LTD., FUKUOKA 
JAPAN. SN 75-555,228. PUB. 2-1-2000, FILED 


CORONAGUARD 


FOR PROTECTIVE GLOVES FOR INDUSTRIAL USE (U.S. 
CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 11-0-1998; IN COMMERCE 11-0-1998. 


2,430,317. ME LICENSING CORPORATION, WILMINGTON, DE. 
SN 75-573,776. PUB. 9-28-1999, FILED 10-21-1998. 


PPC’S PERSONAL DAMAGES 
SPECIALIST 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“PERSONAL DAMAGES", APART FROM THE MARK AS 
SHOWN. 

FOR CD-ROM WHICH CALCULATES DAMAGES FOR PER- 
SONAL INJURIES, WRONGFUL DEATH AND WRONGFUL TER- 
MINATION LITIGATION (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 5-1-1999; IN COMMERCE 5-1-1999. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 9—({Continued). 


2,430,322. AIWA CO., LTD., TOKYO, JAPAN. SN 75-584,729. 
PUB. 11-30-1999, FILED 11-9-1998. 


ACOUSTIC PLUS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**ACOUSTIC”’, APART FROM THE MARK AS SHOWN. 

FOR EARPHONES, HEADPHONES (U.S. CLS. 21, 23, 26, 36 
AND 38). 

FIRST USE 3-0-1999; IN COMMERCE 3-0-1999. 


2,430,323. HEALTHBRIDGE REIMBURSEMENT AND PROD- 
UCT SUPPORT, INC., BRAINTREE, MA. SN 75-585,454. PUB. 
11-2-1999, FILED 11-9-1998. 


REISOURCE 


FOR DATABASE SOFTWARE FOR TRACKING PATIENT 
MEDICAID, MEDICARE AND INSURANCE REIMBURSEMENT 
PLAN PROVISIONS (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 10-0-1998; IN COMMERCE 10-0-1998. 


2,430,329. AGFA CORPORATION, WILMINGTON, MA, BY AS- 
SIGNMENT BAYER CORPORATION, PITTSBURGH, PA. SN 
75-597,554. PUB. 10-26-1999, FILED 12—1—1998. 


SUNCATCHER 


FOR A FEATURE OF DIGITAL CAMERA WHICH USES SUN- 
LIGHT TO CONSERVE BATTERY USAGE AND ENHANCE LCD 
BRIGHTNESS, SOLD AS A FEATURE OF DIGITAL CAMERAS 
(U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 2-18-1999; IN COMMERCE 2-18-1999 


2,430,364. UCLID SOFTWARE, LLC, MIDDLETON, WI. SN 
75-629,846. PUB. 12-21-1999, FILED 1-29-1999. 


ICOMAP 


FOR COMPUTER PROGRAM FOR CONVERTING A SURVEY 
DRAWING OR LEGAL DESCRIPTION CONTAINING ALPHA 
NUMERIC TEXT RELATING TO SURVEY MEASUREMENTS TO 
A VECTOR-BASED GEOMETRIC REPRESENTATION OF THE 
SOURCE DOCUMENT AND ORGANIZING THE CONVERTED 
SURVEY DRAWINGS USING THE PUBLIC LAND SURVEY 
SYSTEM OR OTHER APPLICABLE GEOGRAPHICALLY BASED 
COORDINATE SYSTEMS (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 1-17-2000; IN COMMERCE 2-28-2000. 


2,430,365. ASCENT TECHNOLOGY, INC., CAMBRIDGE, MA. 
SN 75-630,750. PUB. 1-11-2000, FILED 1-29-1999. 


ARIS/IQ 


OWNER OF U.S. REG. NOS. 2,050,518, 2,252,889, AND OTH- 
ERS. 
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FOR COMPUTER SOFTWARE FOR AIRPORT RESOURCE 
MANAGEMENT, NAMELY, COMPUTER SOFTWARE FOR USE 
IN ASSIGNING OR ALLOCATING CHECK-IN COUNTERS TO 
AIRLINES ON THE BASIS OF PASSENGER TRAFFIC, AND 
USER MANUALS SOLD AS A UNIT THEREWITH (U.S. CLS 
21, 23, 26, 36 AND 38). 

FIRST USE 11-23-1999; IN COMMERCE 11-23-1999. 


2,430,371. RANDL INDUSTRIES, INC., SPOKANE, WA. SN 
75-637,987. PUB. 12-21-1999, FILED 2-8-1999. 


THE STIPPLING IS A FEATURE OF THE MARK AND DOES 
NOT INDICATE COLOR 

FOR ELECTRICAL JUNCTION BOXES AND COMPONENTS 
PARTS THEREFOR, INCLUDING FACE PLATES (U.S. CLS. 21, 
23, 26, 36 AND 38) 

FIRST USE 12-8-1999; IN COMMERCE 6-1-2000. 


2,430,375. PNEUMAX, INC., PEORIA, AZ. SN 75-640,868. PUB 
1-4-2000, FILED 2-16-1999. 


THE STIPPLING IN THE DRAWING IS MERELY A FEATURE 
OF THE MARK AND IS NOT INTENDED TO INDICATE COLOR. 

FOR FIRE EXTINGUISHING APPARATUSES, NAMELY, MA- 
CHINES USED TO GENERATE COMPRESSED AIR FOAM (U.S. 
CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 10-19-1995; IN COMMERCE 10-19-1995. 


2,430,376. TERRAGLYPH INTERACTIVE L.P., SCHAUMBURG, 
IL. SN 75-640,981. PUB. 12-21-1999, FILED 2-16-1999. 


TOONENSTEIN 


FOR VIDEO GAME SOFTWARE (U.S. CLS. 21, 
AND 38). 
FIRST USE 10-1—-1999; IN COMMERCE 10-1-1999. 


23, 26, 36 
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2,430,377. KONE INC., MOLINE, IL, BY CHANGE OF NAME 
MONTGOMERY KONE INC., MOLINE, IL. SN 75-641,568. 
PUB. 12-14-1999, FILED 2-16-1999. 


EcoStart 


FOR ELECTRICAL CONTROLLERS FOR MOTORS (U.S. CLS. 
21, 23, 26, 36 AND 38). 
FIRST USE 3-0-2000; IN COMMERCE 9-5-2000. 


2,430,398. LENNOX MANUFACTURING INC., RICHARDSON, 
TX. SN 75-659,957. PUB. 12-21-1999, FILED 3-15-1999. 


L CONNECTION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“CONNECTION”, APART FROM THE MARK AS SHOWN. 

FOR ELECTRONIC COMMUNICATIONS NETWORK COM- 
PRISED OF AN ELECTRONIC COMMUNICATIONS BUS, ELEC- 
TRONIC COMMUNICATION PORTS AND AN ELECTRONIC 
COMMUNICATIONS CONTROLLER FOR CONTROLLING 
HEATING, VENTILATING AND AIR CONDITIONING SYSTEMS 
(U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 6-0-1999; IN COMMERCE 6-0-1999. 


2,430,405. MARATHON TECHNOLOGIES CORPORATION, 
BOXBOROUGH, MA. SN 75-666,300. PUB. 12-21-1999, FILED 
3-23-1999, 


COMPUTETHRU 


FOR COMPUTER HARDWARE AND SOFTWARE USED TO 
PROVIDE FAULT TOLERANT, FAULT RESILIENT, AND DIS- 
ASTER TOLERANT CAPABILITY TO COMPUTER HARDWARE: 
AND ACCOMPANYING INSTRUCTION MANUALS SOLD AS A 
UNIT (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 6-26-1998; IN COMMERCE 6-26-1998. 


2,430,410. CHANDLER, MARK JAY, CYPRESS, TX. SN 
75-669,693. PUB. 12-28-1999, FILED 3-29-1999. 


life's too short to be walling on a sow computer 


FOR COMPUTERS (U.S. CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 1-1-1999; IN COMMERCE 1-1-1999 
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2,430,414. POWER TRENDS, INC., WARRENSVILLE, IL. SN 
75-670,821. PUB. 12-21-1999, FILED 3-29-1999. 


EXCALIBUR 


FOR DC TO DC CONVERTERS SOLD TO ELECTRONIC 
ORIGINAL EQUIPMENT MANUFACTURERS (U.S. CLS. 21, 23, 
26, 36 AND 38). 

FIRST USE 4-1-1999; IN COMMERCE 4-1-1999. 


2,430,432. WMS GAMING INC., CHICAGO, IL. SN 75-691,903. 
PUB. 12-21-1999, FILED 4-26-1999. 


SOCKS °N SUCH 


FOR REEL SLOT MACHINES; SLOT MACHINES AND GAM- 
ING MACHINES FEATURING SLOT MACHINE TYPE GAMES 
VIA VIDEO DISPLAY; COIN-OPERATED VIDEO OUTPUT GAM- 
ING MACHINES; ELECTRICAL-MECHANICAL AND VIDEO 
DISPLAY GAMING MACHINES (U.S. CLS. 21, 23, 26, 36 AND 
38). 

FIRST USE 9-13-1999; IN COMMERCE 9-13-1999. 


2,430,437. SONY COMPUTER ENTERTAINMENT AMERICA 
INC., FOSTER CITY, CA. SN 75-697,747. PUB. 12-28-1999, 
FILED 54-1999. 


MADE BY THE PROS. 
PLAYED BY THE PROS. 


FOR COMPUTER SOFTWARE FOR MULTIMEDIA OR VIDEO 
OUTPUT GAME MACHINES; COMPACT DISCS AND SOFT- 
WARE PROGRAMS FOR INTERACTIVE, MULTIMEDIA OR 
VIDEO GAMES; COMPUTER GAME PROGRAMS (U.S. CLS. 21, 
23, 26, 36 AND 38). 

FIRST USE 8-15-2000; IN COMMERCE 8-15-2000. 


2,430,442. MINACOM INTERNATIONAL 
QUEBEC H2X 2T5, CANADA. SN 
12-28-1999, FILED 5-13-1999. 


INC., MONTREAL, 
75-705,791. PUB. 


DIRECTSCRIPT 


FOR COMPUTER SOFTWARE, AND RELATED MANUALS, 
TO CONTROL AND REPORT TESTS PERFORMED ON TELE- 
COMMUNICATION LINES AND NETWORKS TO EVALUATE 
QUALITY, CAPACITY AND SPEED, INCLUDING SIGNAL-TO- 
NOISE RATIO, CALL SETUP TIME, SWITCHING SPEED, LINE 
CAPACITY AND ECHO (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 1-0-1999; IN COMMERCE 2-0-1999. 
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2,430,443. LAEPPLE, RAINER, D-82041 OBERHACHING, FED 
REP GERMANY. SN 75-706,093. PUB. 1-25-2000, FILED 
5-13-1999. 


i-spax 


FOR EYEGLASS FRAMES, EYEGLASSES, AND EYEGLASS 
CASES (U.S. CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 3-31-2000; IN COMMERCE 3-31-2000. 


2,430,461. ENTERTAINMENT WEEKLY INC., NEW YORK, NY. 
SN 75-726,701. PUB. 2-22-2000, FILED 6-11-1999. 


ENTERTAINMENT WEEKLY 


OWNER OF U.S. REG. NOS. 1,678,451 AND 2,001,003. 

SEC. 2(F). 

FOR PHONOGRAPH RECORDS, AUDIOCASSETTES, VIDEO- 
CASSETTES AND CDS FEATURING PRE-RECORDED MUSIC 
(U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 0-0-1992; IN COMMERCE 0-0-1992. 


2,430,470. ENTEK IRD INTERNATIONAL CORPORATION, MIL- 
FORD, OH. SN 75-733,938. PUB. 3-28-2000, FILED 6-22-1999. 


ENTACH 


FOR LASER TACHOMETERS (U.S. CLS. 21, 23, 26, 36 AND 
38). 
FIRST USE 5-0-1998; IN COMMERCE 7-0-1998. 


2,430,492. SWING CAM LTD., SURREY, BRITISH COLUMBIA, 
CANADA. SN 75-815,033. PUB. 5~16-2000, FILED 10-22-1999. 


FINGERWORKS 


FOR COMPUTER SOFTWARE TO ENHANCE THE AUDIO- 
VISUAL CAPABILITIES OF MULTIMEDIA APPLICATIONS, 
NAMELY, FOR THE INTEGRATION OF TEXT, AUDIO, GRAPH- 
ICS, STILL IMAGES AND MOVING PICTURES USING A 
TOUCH SCREEN (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 9-12-1999; IN COMMERCE 10-5-1999. 
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2.430.215. VAS-CATH INCORPORATED, MISSISSAUGA, ON- 
TARIO, CANADA. SN 75-393,569. PUB. 10-20-1998, FILED 
11-20-1997. 


VAS-CATH 


OWNER OF U.S. REG. NO. 1,934,866. 

FOR MEDICAL DEVICES, NAMELY, CATHETERS AND 
CANNULAE AND PROCEDURE KITS AND TRAYS FOR USE 
WITH SUCH CATHETERS AND CANNULAE (U.S. CLS. 26, 39 
AND 44). 

FIRST USE 7-18-1978; IN COMMERCE 7-18-1978. 


2,430,325. GENERAL SURGICAL INNOVATIONS, 
CUPERTINO, CA. SN 75-590,810. PUB. 
11-18-1998. 


INC., 
11-2-1999, FILED 


SPACESEAL 


FOR BALLOON TROCARS, BALLOON ACCESS DEVICES 
AND BALLOON RETRACTORS FOR USE IN MINIMALLY 
INVASIVE SURGERY (U.S. CLS. 26, 39 AND 44). 

FIRST USE 5-0-1999; IN COMMERCE 5-0-1999. 


2,430,379. C. R. BARD, INC.. MURRAY HILL, NJ. SN 
75-642,587. PUB. 12-7-1999, FILED 2-17-1999. 


BRACHYSTAR 


FOR BRACHYTHERAPY NEEDLES (U.S. CLS. 26, 39 AND 
44). 
FIRST USE 2-7-2000, IN COMMERCE 2-7-2000. 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


2,430,188. AIRCEL CORPORATION, ALCOA, TN. SN 
75-301,130. PUB. 12-29-1998, FILED 6-2-1997. 


COLD CYCLE 


FOR ENVIRONMENTAL CONTROL APPARATUS, NAMELY, 
COMPRESSED AIR DRYERS FOR COMMERCIAL AND INDUS- 
TRIAL USE (U.S. CLS. 13, 21, 23, 31 AND 34). 

FIRST USE 6-1-1996; IN COMMERCE 8-21-2000 
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2,430,205. PLYMOVENT AB, S-211 52 MALMO, SWEDEN. SN 
75-355,949. PUB. 7-6-1999, FILED 9-10-1997. 


MULTIFUME 


FOR INDUSTRIAL AND COMMERCIAL VENTILATING APPA- 
RATUS, NAMELY, FUME EXTRACTOR ARMS, FANS, AND 
WALL-MOUNTED AND PORTABLE AIR FILTERS; INDUSTRIAL 
VENTILATION SYSTEMS COMPOSED OF BLOWERS, DUCTS 
AND CONTROLS THEREFOR, SOLD AS A UNIT (U.S. CLS. 
13, 21, 23, 31 AND 34). 

FIRST USE 10-0-1998; IN COMMERCE 10-0-1998. 


2,430,264. NUTONE INC., CINCINNATI, OH. SN 75-491,859. 
PUB. 2-1-2000, FILED 5-28-1998. 


WHISPAIRE 


FOR RESIDENTIAL RANGE HOODS WITH AIR RECIRCULA- 
TION AND/OR EXHAUST MODULE (U.S. CLS. 13, 21, 23, 31 
AND 34). 

FIRST USE 2-15-1999; IN COMMERCE 2-15-1999. 


2,430,403. UNITED STATES FILTER CORPORATION, PALM 
DESERT, CA. SN 75-664,411. PUB. 12-21-1999, FILED 
3-19-1999. 


GRAVISAND 


FOR TRAVELING BRIDGE FILTER FOR INDUSTRIAL 
WATER AND WASTEWATER APPLICATIONS (U.S. CLS. 13, 
21, 23, 31 AND 34). 

FIRST USE 8-0-1993; IN COMMERCE 8-0-1993. 


2,430,421. J. KINDERMAN & SONS, INC., DBA BRITE STAR 
MANUFACTURING COMPANY, PHILADELPHIA, PA. SN 
75-683,172. PUB. 12-21-1999, FILED 4-15-1999. 


TWICE AS BRITE 


FOR ELECTRIC HOLIDAY LIGHTS (U.S. CLS. 13, 21, 23, 31 
AND 34). 
FIRST USE 1-0-1999; IN COMMERCE 1-0-1999. 


2,430,433. AGA AKTIEBOLAG, SWEDEN. SN 75-692,908. PUB. 
12-14-1999, FILED 4-28-1999. 


CRYOSS 


FOR CRYOGENIC GAS GENERATORS FOR THE PRODUC- 
TION OF GASES FOR INDUSTRIAL USE (U.S. CLS. 13, 21, 
23, 31 AND 34). 

FIRST USE 12-8-1997,; IN COMMERCE 12-8-1997. 
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2,430,149. FORD MOTOR COMPANY, DEARBORN, MI. SN 
74-441,556. PUB. 12-15-1998, FILED 9-29-1993. 


COBRA JET 


OWNER OF U.S. REG. NOS. 807,185 AND 1,562,071. 

FOR EXTERIOR INSIGNIA BADGES FOR USE ON AUTO- 
MOBILES (U.S. CLS. 19, 21, 23, 31, 35 AND 44). 

FIRST USE 1-0-1969; IN COMMERCE 1-0-1969. 


2,430,183. DAYTON WALTHER CORPORATION, DAYTON, OH. 
SN 75-269,381. PUB. 3-23-1999, FILED 4-4-1997. 


STEELLITE X30 


FOR BRAKE DRUMS FOR LAND VEHICLES (U.S. CLS. 19, 
21, 23, 31, 35 AND 44). 
FIRST USE 2-0-1998; IN COMMERCE 2-0-1998. 


2,430,250. ASSEMBLED PRODUCTS CORPORATION, ROGERS, 
AR. SN 75-475,304. PUB. 12—7-1999, FILED 4-27-1998. 


MART SHOPPER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**SHOPPER”’, APART FROM THE MARK AS SHOWN. 

FOR COMMERCIAL ELECTRIC SHOPPING CARTS (U.S. CLS. 
19, 21, 23, 31, 35 AND 44). 

FIRST USE 6-29-1998; IN COMMERCE 6-29-1998. 


2,430,268. EDDIE BAUER, INC.. REDMOND, WA. SN 
75-493.979. PUB. 11-2-1999, FILED 6-1-1998. 


EDDIE BAUER 


OWNER OF US. REG. NOS. 880,279, 880,280, AND OTHERS. 

THE NAME SHOWN IN THE MARK DOES NOT IDENTIFY 
A LIVING INDIVIDUAL 

FOR INFANT STROLLERS AND CAR SEATS (U.S. CLS. 19, 
21, 23, 31, 35 AND 44) 

FIRST USE 9-0-1998; IN COMMERCE 9-0-1998. 


2,430,326. HONDA GIKEN KOGYO KABUSHIKI KAISHA 
(HONDA MOTOR CO., LTD.), MINATO-KU, TOKYO 107, 
JAPAN. SN 75-592,048. PUB. 6-22-1999, FILED 11-19-1998. 


SPORTRAX 


FOR ALL-TERRAIN VEHICLES (ATVS), AND STRUCTURAL 
PARTS THEREFOR (U.S. CLS. 19, 21, 23, 31, 35 AND 44). 
FIRST USE 6-1-2000; IN COMMERCE 6-1-2000. 
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2,430,494. MONACO COACH CORPORATION, COBURG, OR. 
SN 75-818,345. PUB. 5-16-2000, FILED 10-12-1999. 


AMBASSADOR 


FOR RECREATIONAL VEHICLES, NAMELY, MOTORHOMES 
(U.S. CLS. 19, 21, 23, 31, 35 AND 44). 
FIRST USE 2-22-2000; IN COMMERCE 2-22-2000. 


CLASS 14—JEWELRY 


2,430,169. CROTON WATCH CO., INC., NEW YORK, NY. SN 
75-183,429. PUB. 12-28-1999, FILED 10-18-1996. 


CHRONOMASTER 


FOR WATCHES (U.S. CLS. 2, 27, 28 AND 50). 
FIRST USE 0-0-1990; IN COMMERCE 0-0-1990. 


2,430,265. WEINMAN BROTHERS, INC., NEW YORK, NY. SN 
75-492,643. PUB. 9-28-1999, FILED 5-28-1998. 


CrrCciaaltoras 
©7972 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**1912"", APART FROM THE MARK AS SHOWN. 

FOR PRECIOUS METAL JEWELRY; NAMELY, NECKLACES, 
PENDANTS, BRACELETS, RINGS, EARRINGS AND BROOCHES 
(U.S. CLS. 2, 27, 28 AND 50). 

FIRST USE 6-3-1998; IN COMMERCE 6-3-1998. 


2,430,392. IKEPOD WATCH COMPANY AG, CH6304 ZUG, 
SWITZERLAND. SN 75-656,273. PUB. 11-23-1999, FILED 
3-8-1999. 


MEGAPODE 


FOR HOROLOGICAL AND CHRONOLOGICAL INSTRU- 
MENTS, NAMELY, WATCHES, WRISTWATCHES, AND PARTS 
THEREFOR (U.S. CLS. 2, 27, 28 AND 50). 

FIRST USE 1-0-1998; IN COMMERCE 1-0-1998. 
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2,430,436. HAJIBAY INTERNATIONAL, INC., NEW YORK, NY. 2,430,207. TREAT ENTERTAINMENT, INC., FLORENCE, AL. 


SN 75-696,347. PUB. 12-28-1999, FILED 5-3-1999. 


HAJIBAY 


FOR JEWELRY, NAMELY, GOLD RINGS, GOLD EARRINGS, 
AND GOLD BRACELETS (U.S. CLS. 2, 27, 28 AND 50). 
FIRST USE 9-1-2000; IN COMMERCE 9-1-2000. 


2,430,440. SIDNEY SCHLUSSELBERG COMPANY, INC., EL 
PASO, TX. SN 75-703,704. PUB. 1-4-2000, FILED 5-12-1999. 


FOR JEWELRY (U.S. CLS. 2, 27, 28 AND 50). 
FIRST USE 6-0-1999; IN COMMERCE 6-0-1999. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


2,430,204. ICARIAN, INC., SUNNYVALE, CA, BY CHANGE OF 
NAME ICARIAN, LLC, LOS GATOS, CA. SN 75-355,868. PUB. 
6-8-1999, FILED 9-12-1997. 


ICARIAN 


FOR PUBLICATIONS, NAMELY, BOOKS AND MANUALS 
THAT RELATE TO HIRING, RETAINING, AND MANAGING 
HIGHLY SKILLED LABOR (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 

FIRST USE 9-30-1997; IN COMMERCE 9-30-1997. 


SN 75-369,564. PUB. 1-25-2000, FILED 10-2-1997. 
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THE MARK CONSISTS OF A BOOK FEATURING A DECORA- 
TIVE SPINE ADORNED WITH SPOTS. THE OUTLINE OF A 
BOOK IS INCLUDED MERELY TO INDICATE THE POSITION 
OF THE MARK AND IS NOT CLAIMED AS A FEATURE OF 
THE MARK. 

FOR CONSTRUCTION PAPER, STATIONERY, MARKERS, 
CRAYONS, PAINT, PAINT BRUSHES, BINDERS, STATIONERY- 
TYPE PORTFOLIOS, CROSSWORD PUZZLES, CHILDREN’S 
BOOKS, TATTOOS, STICKERS, AND FLASH CARDS (U.S. CLS. 
2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 2-0-1996; IN COMMERCE 2-0-1996. 


2,430,260. TOPTUTORS.COM, INC., PACIFIC PALISADES, CA, 
BY ASSIGNMENT TOPTUTORS.COM, INC., PACIFIC PALI- 
SADES, CA. SN _ 75-485,742. PUB. 12-7-1999, FILED 
5-15-1998. 


TOP TUTORS 


FOR WRITTEN INSTRUCTIONAL, EDUCATIONAL AND 
TEACHING MATERIALS AND SUPPLIES, NAMELY, LESSONS, 
STORIES, WORKBOOKS, STUDY GUIDES, GRAPHS, CHARTS, 
TEXT BOOKS, FLASH CARDS, BOARD GAMES, STICKERS, 
POSTER, PENS, PENCILS, AND RULERS (U.S. CLS. 2, 5, 22, 
23, 29, 37, 38 AND 50). 

FIRST USE 6-12-1999; IN COMMERCE 1-17-2000. 


2,430,273. FAT FREE LIVING, INC., SCOTTSDALE, AZ. SN 
75-500,615. PUB. 11-16-1999, FILED 6-11-1998. 


BAND YOURSELF IN SHAPE 
IN TWELVE MINUTES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“IN TWELVE MINUTES’’, APART FROM THE MARK AS 
SHOWN. 
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FOR BOOKS, PAMPHLETS,. AND OTHER PRINTED MATE- 
RIALS CONTAINING INFORMATION ON THE SUBJECTS OF 
EXERCISE AND FITNESS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 

FIRST USE 1-1-1999; IN COMMERCE 3-1-1999. 


2,430,283. GATHERING OF DEVELOPERS, INC., DALLAS, TX, 
BY CHANGE OF NAME GATHERING OF DEVELOPERS 1, 
LTD., DALLAS, TX. SN 75-519,158. PUB. 3-23-1999, FILED 
7-15-1998. 


GATHERING OF 
DEVELOPERS 


FOR BOOKLETS FEATURING HINTS AND INSTRUCTIONS 
FOR COMPUTER GAMES AND COMPUTER GAME CAR- 
TRIDGES; COMIC BOOKS; PICTURE BOOKS; AND A SERIES 
OF FICTION BOOKS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 

FIRST USE 8-21-1998; IN COMMERCE 8-21-1998. 


2,430,290. TA YU STATIONERY INDUSTRIAL CO., LTD., TAI- 
PEI HSIEN, TAIWAN, TAIWAN. SN_ 75-530,511. PUB. 
12-14-1999, FILED 8-4-1998. 


NICE GAMBO 


FOR PENCIL AND ERASERS (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). 
FIRST USE 7-9-1998; IN COMMERCE 5-19-2000. 


2,430,310. BIRTHMOTHER MINISTRIES, INC., MCLEAN, VA. 
SN 75-561,036. PUB. 12-21-1999, FILED 9-29-1998. 


BIRTHMOTHERS 


FOR PUBLICATIONS AND PRINTED MATERIAL, NAMELY, 
BROCHURES, MANUALS, REPORTS, BOOKLETS, OCCASION 
CARDS, NOTE CARDS, BOOKS, COMPUTER PROGRAM 
MANUALS, EDUCATIONAL BOOKS, NEWSLETTERS, AND 
PRINTED INSTRUCTIONAL AND TEACHING MATERIALS, ALL 
REGARDING THE PHYSICAL, EMOTIONAL, AND SPIRITUAL 
NEEDS OF WOMEN WITH UNPLANNED PREGNANCIES. MAR- 
KETPLACE RESOURCES TO ASSIST WOMEN WITH UN- 
PLANNED PREGNANCIES, AND PRENATAL AND CHILDHOOD 
HEALTH ISSUES; BALL-POINT PENS, BOOK COVERS, CAL- 
ENDARS, DAILY PLANNERS, DECALS, DESK PADS, DESK 
SETS, DATA BOOKS, DIARIES, CLASSIFIED DIRECTORIES, Bl- 
BLES, FILE CARDS, FILE FOLDERS, NOTEBOOKS, NOTE 
PADS, PAPER BANNERS, PRINTED PAPER SIGNS, PEN OR 
PENCIL HOLDERS, AND STATIONERY (U.S. CLS. 2, 5, 22, 23, 
29, 37, 38 AND 50). 

FIRST USE 3-0-1998, IN COMMERCE 3-0-1998. 
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2,430,337. DOMTAR INC., MONTREAL, CANADA. SN 
75-609,731. PUB. 5-23-2000, FILED 12-21-1998. 


INSIGNIA 


FOR UNPRINTED TEXT AND COVER PAPER SOLD IN BULK 
FOR USE IN PRINTING MACHINES (U.S. CLS. 2, 5, 22, 23, 
29, 37, 38 AND 50). 

FIRST USE 9-0-1999; IN COMMERCE 9-0-1999. 


2,430,343. GTE DIRECTORIES CORPORATION, D/FW AIR- 
PORT, TX. SN 75-616,252. PUB. 11-9-1999, FILED 1-4-1999. 


DINING YOUR WAY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**DINING’’, APART FROM THE MARK AS SHOWN. 

FOR RESTAURANT GUIDES (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). 

FIRST USE 9-0-1999; IN COMMERCE 9-0-1999. 


2,430,366. CRAFTS, ETC!, LTD., OKLAHOMA CITY, OK. SN 
75-630,843. PUB. 12-7—-1999, FILED 1-29-1999. 


STAMPABILITIES 


FOR RUBBER STAMPS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 
FIRST USE 4-30-1999; IN COMMERCE 4-30-1999. 


2,430,378. OREGON CATHOLIC PRESS, INC., PORTLAND, OR. 
SN 75-641,959. PUB. 11-9-1999, FILED 2-17-1999. 


UNIDOS EN CRISTO 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**CRISTO”’, APART FROM THE MARK AS SHOWN. 

THE ENGLISH TRANSLATION OF “‘UNIDOS EN CRISTO” 
IS ‘UNITED IN CHRIST”. 

FOR RELIGIOUS PERIODICAL, NAMELY, A BILINGUAL 
MISSAL (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 11-29-1999; IN COMMERCE 11-29-1999. 


2,430,395. ADVANCE MAGAZINE PUBLISHERS INC., NEW 
YORK, NY. SN 75-658,735. PUB. 3-28-2000, FILED 3-11-1999. 


CITYSOURCE 


FOR PUBLICATIONS, NAMELY, MAGAZINES, BOOKS, AND 
BROCHURES FEATURING INFORMATION OF INTEREST ON 
SPECIFIC GEOGRAPHIC LOCALES (U.S. CLS. 2, 5, 22, 23, 29, 
37, 38 AND 50). 

FIRST USE 8-0-1999; IN COMMERCE 8-0-1999. 
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2,430,415. RETRO 1951, INC., RICHARDSON, TX. SN 


2,430,447. TOUCHSTONE APPLIED SCIENCE ASSOCIATES, 
75-671,897. PUB. 12-21-1999, FILED 3-31-1999. 


INC., BREWSTER, NY. SN 75-711,921. PUB. 12-21-1999, 
FILED 5-21-1999. 


LIFE IS TOO SHORT TO 
CARRY AN UGLY PEN 








FOR PENS AND DESK ACCESSORIES, NAMELY, DESK PEN 
SETS, PENCIL CUPS, PAPER CLIP HOLDERS, STAPLERS, STA- 
PLER REMOVERS, TAPE DISPENSERS, IN-BOXES, CALENDAR 
PADS. AND NOTEPAD HOLDERS (U.S. CLS. 2, 5, 22, 23, 29, 


37, 38 AND 50). 
FIRST USE 4-0-1999, IN COMMERCE 4-0-1999 


2,430,428. LIFEWAY CHRISTIAN RESOURCES OF THE 
SOUTHERN BAPTIST CONVENTION, NASHVILLE, TN, BY 
CHANGE OF NAME SUNDAY SCHOOL BOARD OF THE 
SOUTHERN BAPTIST CONVENTION, THE, NASHVILLE, TN. 
SN 75-688,757. PUB. 1-11-2000, FILED 4-21-1999. 


BIBLE FOUNDATIONS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*BIBLE’’, APART FROM THE MARK AS SHOWN. 

FOR RELIGIOUS PRINTED INSTRUCTIONAL AND EDU- 
CATIONAL MATERIALS FOR CHILDREN (U.S. CLS. 2, 5, 22, 
23, 29, 37, 38 AND S50). 

FIRST USE 1-12-2000; IN COMMERCE 1-12-2000. 


2,430,431. PELTZER, ERIC T., ALTADENA, CA. SN 75-690,350. 
PUB. 12-7-1999, FILED 5-19-1999. 


BOOKGEM 


FOR BOOK HOLDERS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 


FIRST USE 6-1-1999; IN COMMERCE 1-13-2000. 


FOR PRINTED ASSESSMENT AND INSTRUCTIONAL MATE- 
RIALS CONSISTING OF A SERIES OF TESTS AND COR- 
RESPONDING CLASSROOM MATERIALS FOCUSING ON LAN- 
GUAGE ARTS SKILLS, IN PARTICULAR, READING, WRITING 
AND SPEAKING FOR THE EARLY PRIMARY GRADES KIN- 
DERGARTEN THROUGH GRADE 3 (U.S. CLS. 2, 5, 22, 23, 29, 
37, 38 AND 50). 

FIRST USE 6-21-2000; IN COMMERCE 6-21-2000. 


2,430,448. TOUCHSTONE APPLIED SCIENCE ASSOCIATES, 
INC., BREWSTER, NY. SN 75-712,143. PUB. 12-21-1999, 
FILED 5-21-1999. 


SIGNPOSTS 


FOR PRINTED ASSESSMENT AND INSTRUCTIONAL MATE- 
RIALS CONSISTING OF A SERIES OF TESTS AND COR- 
RESPONDING CLASSROOM MATERIALS FOCUSING ON LAN- 
GUAGE ARTS SKILLS, IN PARTICULAR, READING, WRITING 
AND SPEAKING FOR THE EARLY PRIMARY GRADES KIN- 
DERGARTEN THROUGH GRADE 3 (US. CLS. 2, 5, 22, 23, 29, 
37, 38 AND 50). 

FIRST USE 6-21-2000; IN COMMERCE 6-21-2000. 


2,430,453. POTLATCH CORPORATION, SPOKANE, WA. SN 
75-716,253. PUB. 12-28-1999, FILED 5-27-1999. 


SOFT DREAMS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“*‘SOFT’’, APART FROM THE MARK AS SHOWN. 

FOR FACIAL AND BATH TISSUE (U.S. CLS. 2, 5, 22, 23, 
29, 37, 38 AND 50). 

FIRST USE 8-25-2000; IN COMMERCE 8-25-2000. 
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2,430,454. MIRANDA, MARLYNN, GOLD BAR, WA. SN 
75—717,713. PUB. 12-21-1999, FILED 6-1-1999. 


LOOSE ROOTS 


FOR GREETING CARDS AND STATIONARY (U.S. CLS. 2, 
5, 22, 23, 29, 37, 38 AND 50). 
FIRST USE 10-28-1999; IN COMMERCE 10-28-1999. 


2,430,456. READ, PATRICIA, THE WOODLANDS, TX. SN 
75-718,767. PUB. 12-28-1999, FILED 6-1-1999. 


treekid S & 


FOR CHILDREN BOOKS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 
FIRST USE 8-26-2000; IN COMMERCE 8-26-2000. 


2,430,463. MALFIE, INC., MIAMI, FL. SN 75-728,674. PUB. 
12-21-1999, FILED 6-14—1999. 


SPOUSIVITY 


FOR WEDDING PLANNER, SCRAPBOOKS, PENS, STA- 
TIONERY (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
FIRST USE 7-15-1999, IN COMMERCE 7-15-1999. 


2,430,464. AMERICAN ACADEMY OF DERMATOLOGY, 
SCHAUMBURG, IL. SN 75-—729,627. PUB. 12-21-1999, FILED 
6-15-1999. 


DERMATOLOGY INSIGHTS 


OWNER OF U.S. REG. NO. 1,770,000. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**DERMATOLOGY"’, APART FROM THE MARK AS SHOWN. 

FOR MAGAZINES, JOURNALS, BROCHURES, LEAFLETS, 
AND NEWSLETTERS IN THE FIELD OF DERMATOLOGY (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 5-18-1999; IN COMMERCE 7-15-1999. 


2,430,480. NICHOLS, BARBARA M., MIDDLESEX, NJ. SN 
75~762,568. PUB. 3-7-2000, FILED 7-28-1999. 


START RIGHT 


FOR PENCIL GRIP (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 
FIRST USE 2-21-2000; IN COMMERCE 2-21-2000. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 16—(Continued). 


2,430,483. COOK COMMUNICATIONS MINISTRIES, COLO- 
RADO SPRINGS, CO. SN 75-771,573. PUB. 5-30-2000, FILED 
8-9-1999. 


FAITHFUL WOMAN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*‘WOMAN”’, APART FROM THE MARK AS SHOWN. 

FOR PRINTED INSTRUCTIONAL MATERIALS IN THE FIELD 
OF CHRISTIANITY, NAMELY RELIGIOUS BOOKS, PAM- 
PHLETS, NEWSLETTERS, BIBLES, RELIGIOUS CIRCULAR LET- 
TERS, BROCHURES, CURRICULUM, ALL IN THE FIELD OF 
CHRISTIANITY (U.S. CLS. 2, 5, 22, 23, 29, 37. 38 AND 50). 

FIRST USE 7-1-2000; IN COMMERCE 7-1-2000. 


CLASS 17—RUBBER GOODS 


2,430,286. WEIDMANN SYSTEMS INTERNATIONAL _INC., 
LYNDONVILLE, VT. SN 75-522,301. PUB. 4-20-1999, FILED 
7-20-1998. 


DURA-KRAFT 


FOR ELECTRICAL GRADE INSULATING PAPER (U.S. CLS 
1, 5, 12, 13, 35 AND 50). 
FIRST USE 11-S-1998; IN COMMERCE 1 1-5-1998. 


2,430,359. STATE INDUSTRIAL PRODUCTS, CLEVELAND, OH. 
SN 75-625,931. PUB. 12-7—1999, FILED 1-22-1999. 








FOR AMALGAMATING RUBBERIZED TAPE FOR USE IN 
PLUMBING, ELECTRICAL AND GENERAL MAINTENANCE AP- 
PLICATIONS; ADHESIVE SEALANT FOR GENERAL USE (U.S. 
CLS. 1, 5, 12, 13, 35 AND 50). 

FIRST USE 5-11-2000; IN COMMERCE 5-11-2000. 


2,430,387. WESTBY, DAVID, BARRINGTON, IL. SN 75-653,533. 
PUB. 12-7-1999, FILED 3-4-1999. 


TOTAL SHADE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**SHADE”’, APART FROM THE MARK AS SHOWN. 
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FOR SUNSCREENS COMPRISED OF A REFLECTIVE FILM 
ATTACHED TO FOAM BACKING WHICH ATTACHES TO 
GLASS WINDOWS OR DOORS (U.S. CLS. 1, 5, 12, 13, 35 AND 
50). 

FIRST USE 8-1-2000; IN COMMERCE 8-1-2000 


CLASS 18—LEATHER GOODS 


2,430,304. BEROL CORPORATION, BELLWOOD. IL. 
75-548,566. PUB. 1-11-2000, FILED 9-8-1998 


MOBILE MANAGER 


OWNER OF U.S. REG. NO. 1,711,379. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**MOBILE”’, APART FROM THE MARK AS SHOWN. 

FOR PORTABLE CARRYING CASES FOR THE STORAGE OF 
HANGING FILES AND DOCUMENTS (U.S. CLS. 1, 2, 3, 22 AND 
41). 

FIRST USE 8-11-1999; IN COMMERCE 8-11-1999. 


2,430,429. PAINTER, BRITA, DBA PAINTER OUTDOOR GEAR, 
NOVATO, CA. SN 75-688,957. PUB. 1-11-2000, FILED 
4-23-1999. 


TRAILINKS 


FOR LUGGAGE, NAMELY, TRAVEL PACKS, BACKPACKS, 
DAY PACKS, WAIST PACKS (U.S. CLS. 1, 2, 3, 22 AND 41) 
FIRST USE 3-19-1999; IN COMMERCE 8-27-1999. 


2,430,499. NEWTON, FRIEDA J., DARIEN, CT. SN 75-825,990. 
PUB. 6-6-2000, FILED 10-19-1999 


LD. HiDE-EE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT 
“LD.”’, APART FROM THE MARK AS SHOWN. 

FOR PERSONAL IDENTIFICATION CARRIERS IN THE NA- 
TURE OF BANDS CONTAINING COMPARTMENTS FOR HOLD- 
ING IDENTIFICATION MATERIALS, TO BE WORN BY ATH- 
LETES ON THEIR ARMS AND ANKLES (US. CLS. 1, 2, 3, 
22 AND 41) 

FIRST USE 8-26-1999: IN COMMERCE 2-7-2000. 


TO USE 


2,430,504. SALT LAKE ORGANIZING COMMITTEE FOR THE 
OLYMPIC WINTER GAMES OF 2002, SALT LAKE CITY, UT. 
SN 75-980,036. PUB. 4-28-1998, FILED 5-16-1997 


SALT LAKE 2002 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**SALT LAKE". APART FROM THE MARK AS SHOWN. 
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FOR LEATHER AND IMITATIONS OF LEATHER, AND 
GOODS MADE OF THESE MATERIALS, NAMELY, ATTACHE 
CASES, LEATHER BAGS, BRIEFCASES, LUGGAGE, AND SHOP- 
PING BAGS; ANIMAL HIDES, LUGGAGE TRUNKS, TRAV- 
ELING BAGS, KNAPSACKS, ALL PURPOSE SPORTS BAGS, 
BACKPACKS, TOTE BAGS, HANDBAGS, TRAVEL BAGS, BAR- 
REL BAGS, DUFFEL BAGS, SUIT BAGS FOR TRAVEL, SCHOOL 
BAGS, GARMENT BAGS FOR TRAVEL, ALL PURPOSE GEAR 
CARRYING BAGS, NAMELY, GYM BAGS, FANNY PACKS, 
PURSES, WALLETS, CREDIT CARD CASES, LEATHER BUSI- 
NESS CASES, BRIEF CASES, ATTACHE CASES OF LEATHER 
AND VINYL; UMBRELLAS; PARASOLS; WALKING STICKS; 
HARNESSES; SADDLERY; DOG LEASHES; PET COLLARS, 
NAMELY, DOG COLLARS; LUGGAGE TAGS (U.S. CLS. 1, 2, 
3, 22 AND 41). 

FIRST USE 8-0-1997; IN COMMERCE 8-0-1997. 


CLASS 19—NON-METALLIC BUILDING 
MATERIALS 


2,430,419. DORIC PRODUCTS, INC., MARSHALL, 
75-676,727. PUB. 12-28-1999, FILED 4-7-1999. 


IL. SN 


DORIC DAISY CHRISOM 


OWNER OF U.S. REG. NOS. 628,871, 2,161,225, AND OTHERS. 
FOR PLASTIC BURIAL VAULTS (U.S. CLS. 1, 12, 33 AND 


0). 
FIRST USE 10-1-1999; IN COMMERCE 10-1-1999. 


2,430,478. OATEY CO., CLEVELAND, OH. SN 75-761,542. PUB. 
2-1-2000, FILED 7-27-1999 


COLOR-FLASH 


FOR PLASTIC ROOF FLASHINGS FOR VENT PIPES (U.S. 
CLS. 1, 12, 33 AND 50). 
FIRST USE 1-21-2000; IN COMMERCE 1-21-2000. 


CLASS 20—-FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


2,430,153. JOHNSON INDUSTRIES, INC., ELGIN, IL. SN 
74-737,132. PUB. 9-22-1998, FILED 4-5-1995. 


ESSENTIALS 


FOR CONFERENCE TABLES, INSTITUTIONAL TABLES, DIN- 
ING TABLES, AND TABLES FOR USE IN OFFICES (U.S. CLS. 
2, 13, 22, 25, 32 AND 50) 

FIRST USE 12-0-1995; IN COMMERCE 12-0-1995. 
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2,430,277. DARLING, SHARON, QUINCY, FL. SN 75-512,279. 
PUB. 11-9-1999, FILED 6-29-1998. 


@ 
DARLING’S 
CRAFTY CABINETS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“CABINETS’’, APART FROM THE MARK AS SHOWN 

FOR PORTABLE STORAGE CABINETS MADE OF PLASTIC, 
VINYL, WOOD OR METAL AND A KIT COMPRISED OF HOOK 
AND LOOP FASTENER MATERIALS AND SCREWS FOR THE 
INSTALLATION OF THE SAME AND SOLD THEREWITH FOR 
KITCHEN, BATHROOM AND GENERAL HOUSEHOLD USE 
(U.S. CLS. 2, 13, 22, 25, 32 AND 50). 

FIRST USE 4-20-2000; IN COMMERCE 5-2-2000. 


CLASS 2iI—HOUSEWARES AND GLASS 


2,430,190. BI-LO, INC., MAULDIN, SC. SN 75-—305,722. 
10-28-1997, FILED 6-10-1997. 


PUB. 


PLO) Ganiran 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**CENTER”’, APART FROM THE MARK AS SHOWN. 

FOR CUPS (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND SO). 

FIRST USE 120-1998; IN COMMERCE 12-00-1998. 


2,430,211. BONELLI, JONATHAN J.. NEW YORK, 
75-386,126. PUB. 8-17-1999, FILED 11-6-1997. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**BATH"’, APART FROM THE MARK AS SHOWN 

FOR ACCESSORY FOR A SWIMMING POOL, NAMELY, A 
FOOT RINSE BASIN (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 
50) 

FIRST USE 5-0-1998; IN COMMERCE 5-0-1998. 
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2,430,356. SAVE-A-LOT FOOD STORES, INC., EARTH CITY, 
MO, BY ASSIGNMENT; BY ASSIGNMENT MORAN FOODS, 
INC, EARTH CITY, MO. SN 75-625,308. PUB. 11-9-1999, 
FILED 1-22-1999. 


PLATEABLES 


FOR DISPOSABLE PLATES (U.S. CLS. 2, 13, 23, 29, 30, 33, 
40 AND 50) 


FIRST USE 8-26-1999; IN COMMERCE 8-26-1999. 


2,430,402. BLOM, DAN LENNART, LOS ANGELES, CA. SN 
75-663,509. PUB. 12-14-1999, FILED 3-19-1999. 


MIRACLE CLOTH 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**CLOTH"’, APART FROM THE MARK AS SHOWN 

FOR CLEANING CLOTHS THAT ARE MADE OUT OF A 
MICRO FIBER TEXTILE (U.S. CLS. 2, 13, 23. 29, 30. 33, 40 
AND 50). 

FIRST USE 1-1-1999; IN COMMERCE 1-1-1999. 


2,430,407. DTMC, INC., FRANKLIN PARK, IL, BY ASSIGN- 
MENT DEAN PICKLE AND SPECIALTY PRODUCTS COM- 
PANY, GREEN BAY, WI. SN 75-668,745. PUB. 11-30-1999, 
FILED 3-26-1999. 


PICKLEVATOR 


FOR PLASTIC BASKET (U.S 
AND 50) 
FIRST USE 4-0-1999; IN COMMERCE 4-0-1999 


CLS. 2, 13, 23, 29, 30, 33, 40 


2,430,452. BAJER DESIGN & MARKETING, INC., WAUKESHA, 
WI. SN 75-713,993. PUB. 1-4-2000, FILED 5-26-1999. 


EASYFIT 


FOR IRONING BOARD PADS AND SHAPED IRONING 
BOARD COVERS, SOLD SEPARATELY AND AS A UNIT (U.S. 
CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). 

FIRST USE 1-10-1998; IN COMMERCE 1-10-1998 
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2,430,472. H.A. MILTON CORPORATION, SHORELINE, WA. SN 
75-740,362. PUB. 12-28-1999, FILED 7-27-1999 


STRAPALL 


FOR REUSABLE STRAP IN THE NATURE 
MADE OF HOOK 
FOR GENERAL 
AND 50) 

FIRST USE 4-30-2000; IN COMMERCE 5-1-2000 


OF A STRAP 
AND LOOP FASTENER TYPE MATERIAL 
PURPOSE USE (U.S. CLS. 1, 2, 7, 19, 22, 42 


CLASS 23—YARNS AND THREADS 


2.430.200 
PUB. 6-1 


UNIFI, INC... GREENSBORO, 
1999, FILED 8-18-1997 


NC. SN 75-342,817 


DUO-TWIST 


FOR YARN (U.S. CL. 43). 
FIRST USE 11-8-1999, IN COMMERCE 1i-8-1999. 


CLASS 25—CLOTHING 


2.430,151. EASTBAY, INC., WAUSAU, WI. SN 74-609,699. PUB 
2-25-1997, FILED 12-12-1994. 


SPIKE 


FOR ATHLETIC CLOTHING WORN BY PARTICIPANTS IN 
THE SPORT OF VOLLEYBALL, EXCLUDING TROUSERS, ALL 
SOLD VIA MAIL ORDER, NAMELY, T-SHIRTS (U.S. CLS. 22 
AND 39) 

FIRST USE 9-15-1994: IN COMMERCE 9-24-1994. 


2,430,164. TIMEX CORPORATION, MIDDLEBURY, 
75-130,361 PUB. 6-10-1997, FILED 7-5-1996. 


CT. SN 


TIMEXPO 


FOR CLOTHING, NAMELY, T-SHIRTS, SWEATERS, 
SWEATSHIRTS, MOCCASINS, SLIPPERS, VESTS, JACKETS, 
HATS AND CAPS (U.S. CLS. 22 AND 39). 

FIRST USE 8-18-2000; IN COMMERCE 8--18~—2000. 


2,430,167. WM. WRIGLEY JR. COMPANY, CHICAGO, IL. SN 
75-156.989. PUB. 10-14-1997, FILED 8-28-1996. 


WRIGLEY’S 


OWNER OF U.S. REG. NOS. 192,523, 1,938,113, AND OTHERS 
SEC. 2(F). 
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FOR CLOTHING, NAMELY, T-SHIRTS, SWEATERS, 
SWEATSHIRTS, SHIRTS: JACKETS, WIND RESISTANT JACK- 
ETS, BUTTON-DOWN SHIRTS, MEN’S AND WOMEN’S SHIRTS, 
POLO SHIRTS AND CAPS (U.S. CLS. 22 AND 39} 

FIRST USE 7-23-1999, IN COMMERCE 7-23-1999 


2,430,194. POSITIVE HUMANITY, INC., PARAMUS, NJ. 
75-318,786. PUB. 7-7-1998, FILED 7-2-1997. 


SN 


FACE TO FACE AGAINST 
PREJUDICE 


FOR CLOTHING, NAMELY, SHIRTS, SHORTS, BEACHWEAR, 
SWIMWEAR, TOPS, BOTTOMS, PANTS, JACKETS, WRIST 
BANDS, ARM BANDS, SWEAT BANDS, BANDANNAS; AND 
HEADWEAR (U.S. CLS. 22 AND 39). 

FIRST USE 9-13-2000; IN COMMERCE 9-13-2000. 


2,430,251. TITLE ATHLETIC, MILWAUKEE, WI. SN 75-475,956 
PUB. 5-18-1999, FILED 4-28-1998. 


TITLE 


FOR CLOTHING, NAMELY, SHIRTS, JACKETS, HATS, 
SCARVES, SOCKS, SHOES, PANTS, UNDERGARMENTS, FOOT- 
WEAR, AND HEADWEAR (U.S. CLS. 22 AND 339). 

FIRST USE 4-28-1998; IN COMMERCE 12-18-1998. 


2,430,252. TITLE ATHLETIC, MILWAUKEE, WI. SN 75-475,957. 
PUB. 5-18-1999, FILED 4-28-1998. 


FOR CLOTHING, NAMELY, SHIRTS, JACKETS, HATS. 
SCARVES, SOCKS, SHOES, PANTS, UNDERGARMENTS, FOOT- 
WEAR, AND HEADWEAR (U.S. CLS. 22 AND 339). 

FIRST USE 4-28-1998; IN COMMERCE 12-18-1998 


2,430,318. GUND, INC., EDISON, NJ. 
12-21-1999, FILED 10-21-1998. 


SN 75-575,319. PUB 


SWEET FEET 


FOR FOOTWEAR (U.S. CLS. 22 AND 39). 
FIRST USE 12-0-1999; IN COMMERCE 12-0-1999. 
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2,430,342. CHEVALIER ORIGINALS, INC., MINNEAPOLIS, MN. 
SN 75-614,699. PUB. 12-21-1999, FILED 12-31-1998. 


MEZORANEAN 


FOR HEADBANDS (U.S. CLS. 22 AND 39). 
FIRST USE 4-18-2000; IN COMMERCE 4-18-2000. 


2,430,347. TROPICAL 
TAMPA, FL. 
1-13-1999. 


SPORTSWEAR 
SN 75-620,583. 


INT'L CORPORATION, 
PUB. 11-16-1999, FILED 


HORSE CREEK 


FOR MEN’S AND WOMEN’S CLOTHING, NAMELY PANTS, 
JEANS, SHORTS, SKIRTS AND SHIRTS (U.S. CLS. 22 AND 39). 
FIRST USE 3-3-1999; IN COMMERCE 3-3-1999 


2.430.357. PURPLE, INC., SCOTTSDALE, AZ. AND 
CRAWFORD, LAWRENCE G., SCOTTSDALE, AZ. SN 
75-625,648. PUB. 1-11-2000, FILED 1-25-1999. 


FANS’ UNION 


FOR CLOTHING, NAMELY, SOCKS, PANTS, JEANS, SHORTS, 
T-SHIRTS, SHIRTS, UNDERWEAR, TIES, JACKETS, COATS, 
SKIRTS, BLOUSES, HATS, BELTS, SWEATSHIRTS, 
SWEATPANTS, SWEATERS, VESTS, SWEATSUITS, SHOES, 
BOOTS, AND SNEAKERS (U.S. CLS. 22 AND 39). 

FIRST USE 12-14-1999; IN COMMERCE 12-14-1999. 


2,430,358. SUN GLORIA INTERNATIONAL, INC., SOUTH EL 
MONTE, CA. SN_ 75-625,689. PUB. 11-9-1999, FILED 
1-25-1999. 


M.O.D. 


FOR FOOTWEAR (U.S. CLS. 22 AND 39). 
FIRST USE 4-15-1999; IN COMMERCE 4-15-1999. 


2,430,360. ROBERTSON, ARCHIE V., WATERBURY, CT. SN 
75-627,216. PUB. 3-7-2000, FILED 1-25-1999. 


TEIKO SPORT AUTHENTIC 
OUTERWEAR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*““SPORTS AUTHENTIC OUTERWEAR”, APART FROM THE 
MARK AS SHOWN. 

THE ENGLISH TRANSLATION 
ANCE”. 

FOR CLOTHING, NAMELY, SWEAT SHIRTS, VESTS, JACK- 
ETS, T-SHIRT, SHORTS, SWEAT SUITS AND SWIM WEAR; 
FOOTWEAR AND HEADWEAR (U.S. CLS. 22 AND 39). 

FIRST USE 1-4-1999; IN COMMERCE 6-25-1999. 


TO ‘“*TEIKO”’ IS ‘‘RESIST- 
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2,430,381. OLD NAVY (APPAREL) INC., SAN BRUNO, CA. SN 
75-644,383. PUB. 11-23-1999, FILED 2-18-1999. 


ONE BELOW 


FOR CLOTHING, NAMELY T-SHIRTS, TANK TOPS, SHIRTS, 
SWEATSHIRTS, SWEATERS, JACKETS, PANTS, KHAKIS, 
JEANS, SHORTS, OVERALLS, SKIRTS, DRESSES, BATHING 
SUITS, HATS AND SCARVES (U.S. CLS. 22 AND 39). 

FIRST USE 8-15-1999; IN COMMERCE 8-15-1999. 


2,430,406. NEWPORT NEWS, INC., NEW YORK, NY. SN 
75-667,707. PUB. 5-9-2000, FILED 3-25-1999. 


QUADKINI 


FOR SWIMSUITS (U.S. CLS. 22 AND 39). 
FIRST USE 10-22-1999; IN COMMERCE 10-22-1999 


2,430,446. MAYAN TRADE, INC., SANTEE, CA. SN 75-710,113. 
PUB. 1-11-2000, FILED 6-11-1999. 


COYOTE JOE BOOTS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*‘BOOTS", APART FROM THE MARK AS SHOWN. 

FOR BOOTS, SHOES, GOLF SHOES, SLIPPERS, JACKETS, 
VESTS, SHIRTS, HATS, BELTS FOR CLOTHING, SUSPENDERS, 
MONEY BELTS, PANTS, SWEAT SHIRTS, T-SHIRTS, SPORT 
SHIRTS, SWEAT SHIRTS, BRIEFS, UNDERWEAR, UNDER 
SHIRTS AND NECKTIES (U.S. CLS. 22 AND 39). 

FIRST USE 2-20-2000; IN COMMERCE 2-20-2000. 
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2,430,450. OLD NAVY (APPAREL) INC., SAN BRUNO, CA. SN 
75-713,260. PUB. 12-28-1999, FILED 5-24-1999. 


FOR CLOTHING, NAMELY T-SHIRTS, TANK TOPS, VESTS, 
SHIRTS, SWEAT SHIRTS, SWEAT PANTS, SWEATERS, JACK- 
ETS, COATS. ANORAKS, PANTS, KHAKIS, JEANS, FLEECE 
TOPS AND PANTS, SHORTS, OVERALLS, SHORTALLS, 
SKIRTS, DRESSES, BATH ROBES, SLEEPWEAR, UNDERWEAR, 
TIES, SOCKS, HQSIERY, SHOES, BATHING SUITS, BELTS, 
GLOVES, HATS ANB SCARVES (U.S. CLS. 22 AND 39). 

FIRST USE 8-15-1999; IN COMMERCE 8-15-1999. 


2,430,459. COUSIN JOHNNY, INC.. NEW YOR, NY. SN 
75-723,113. PUB. 12-28-1999, FILED 6-7-1999. 


JERSEY GUY 


TOPS, SHIRTS AND PANTS ( 
FIRST USE 12-1-1999; IN C 


.S. CLS. 22 AND 39). 
MMERCE 12-1-1999. 


FOR MEN’S ND PANTS (V NAMELY, SWEATERS, KNIT 


2,430,460. COUSIN JOHNNY, ¥NC., NEW YORK, NY. SN 
75-723,114. PUB. 12-28-1999, FILED 6-7-1999. 


JERSEY GIRL 


FOR WOMEN’S UPSCALE DESIGNER WEAR SOLD 
THROUGH SPECIALITY RETAIL AND BOUTIQUE RETAIL 
STORES, NAMELY, SWEATERS, KNIT TOPS, SHIRTS AND 
PANTS (U.S. CLS. 22 AND 39). 

FIRST USE 12-1-1999; IN COMMERCE 12-1-1999. 


2,430,481. MARION HOLMES ENTERPRISES, INC., NEW 
YORK, NY. SN 75-764,722. PUB. 1425-2000, FILED 7-30-1999. 


CROKER SACK 


FOR WEARING APPAREL, NAMFLY, SHIRTS (U.S. CLS. 22 
AND 339). 
FIRST USE 7-24-1999; IN COMMERCE 7-24-1999. 
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2,430,482. TRES HERMANOS, INC., HUNTINGTON 
CA. SN 75-767,456. PUB. 3-7-2000, FILED 8-4-1999. 


BEACH, 


PECASOS 


FOR MEN’S, WOMEN’S AND CHILDREN’S CLOTHING, 
NAMELY, TOPS, BOTTOMS, HEADWEAR AND FOOTWEAR 
(U.S. CLS. 22 AND 39). 

FIRST USE 5-10-1998; IN COMMERCE 6-20-1998. 


2,430,485. MICKENS, MABLE, LOS ANGELES, CA. 
75-774,063. PUB. 1-25-2000, FILED 8-7-1999. 


SN 


DOGGWEAR 


FOR CLOTHING, NAMELY T-SHIRTS, SWEATSHIRTS, 
SHIRTS, PANTS, JEANS, SHORTS, JACKETS, COATS, HATS, 
AND CAPS (U.S. CLS. 22 AND 39). 

FIRST USE 1-0-2000; IN COMMERCE 1-0-2000. 


2,430,491. UNION BOCUBE UNDERWEAR MANUFACTURING 
LIMITED, TAI KOK TSUI, KOWLOON, HONG KONG. SN 
75-803,.446. PUB. 2-29-2000, FILED 9-20-1999. 


BOCUBE 


FOR UNDERWEAR (U.S. CLS. 22 AND 39). 
FIRST USE 5-16-1990; IN COMMERCE 3-20-2000. 


2,430,505. CESPA - S.R.L., ZONA INDUSTRIALE B, ITALY. SN 
75-980,044. PUB. 2-8-2000, FILED 8-3-1999. 


PACIOTTI 4US 


FOR SHOES, BOOTS, SLIPPERS AND SANDALS (U.S. CLS. 
22 AND 39). 
FIRST USE 5-31-1999; IN COMMERCE 5-31-1999. 


CLASS 27—FLOOR COVERINGS 


2,430,345. MILLIKEN & COMPANY, NEW YORK, 
75-617,263. PUB. 11-9-1999, FILED 1-8-1999. 


NY. SN 


KEXSCRUBBER 


OWNER OF U.S. REG. NOS. 402,867, 749,834, AND OTHERS. 

FOR TEXTILE DOOR MATS, TEXTILE FLOOR MATS FOR 
RESIDENTIAL AND COMMERCIAL USE, RUBBER DOOR 
MATS, RUBBER FLOOR MATS, AND TEXTILE RUGS (U.S. CLS. 
19, 20, 37, 42 AND 50). 

FIRST USE 3-4-1999; IN COMMERCE 3-4-1999. 
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CLASS 28—TOYS AND SPORTING GOODS 


2,430,173. VIACOM INTERNATIONAL INC., NEW YORK, NY. 
SN 75-201,608. PUB. 6-24-1997, FILED 11-21-1996 


THE WILD THORNBERRY’S 


FOR CARD GAMES, DOLLS, BOARD GAMES (U.S. CLS. 22, 
23, 38 AND S50). 
FIRST USE 2-1-2000; IN COMMERCE 2-1-2000. 


2,430,225. SELLNER MANUFACTURING 
FARIBAULT., MN. SN 75-427,300. PUB 
2-2-1998. 


COMPANY, 
12-14-1999, FILED 


TURTLE RACE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**TURTLE”*, APART FROM THE MARK AS SHOWN. 

FOR AMUSEMENT RIDES OF THE TYPE USED IN CAR- 
NIVAL, AMUSEMENT PARKS AND SIMILAR RECREATIONAL 
SETTINGS (U.S. CLS. 22, 23, 38 AND 50). 

FIRST USE 6-4-1998; IN COMMERCE 9-4-1998. 


2.430.306. WHAM-O, INC., TORRANCE, CA. SN 75-552,560 
PUB. 1-18-2000, FILED 9-14-1998. 


CABO 


THE ENGLISH TRANSLATION OF **CABO”’ IS **CAPE”’. 
FOR BODYBOARDS (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 3-0-1998; IN COMMERCE 3-0-1998. 


2,430,308. AMERICAN GOLF SOLUTION, 
SPRINGS, CA. SN_ 75-555,502. PUB. 
9-18-1998. 


INC., SANTA FE 
5-18-1999, FILED 


TRIPOWER 


FOR GOLF CLUB HEADS AND GOLF CLUB SHAFTS (U.S 
CLS. 22, 23, 38 AND 50). 
FIRST USE 10—2-1998; IN COMMERCE 10-2-1998. 


2,430,340. PULL-BUOY, INC., STERLING HEIGHTS, MI. SN 
75-613,044. PUB. 12-21-1999, FILED 12-29-1998. 


U.S. SCHOOL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“U.S.”’, APART FROM THE MARK AS SHOWN 

FOR SPORTS EQUIPMENT, NAMELY, SPORTS BALLS, 
FOOTBALLS, BASKETBALLS, PLAY GROUND BALLS, FOAM 
BALLS, SOCCER BALLS, VOLLEYBALLS (U.S. CLS. 22, 23, 
38 AND 50). 

FIRST USE 2-1-2000; IN COMMERCE 2-1-2000. 
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2,430,348. TECHNIFEX, INC., VALENCIA, CA. SN 75-622,237 
PUB. 11~-9-1999, FILED 1-14-1999. 


AQUASHOT 


FOR RECREATIONAL WATER SQUIRTING DEVICE (U.S 
CLS. 22, 23, 38 AND 50). 
FIRST USE 4-0-2000; IN COMMERCE 4-0-2000. 


2,430,380. TOLLINI, MICHAEL D., CLARENCE CENTER, NY. 
SN 75-643,804. PUB. 11-9-1999, FILED 2-18-1999. 


CROSTRAP 


FOR STRAP FOR SECURING SHIN GUARD TO THE LEG 
FOR ATHLETIC USE (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 6-21-1999; IN COMMERCE 6-21-1999. 


2,430,412. MATTEL, INC., EL SEGUNDO, CA. SN 75-669,958 
PUB. 11-16-1999, FILED 3-30-1999. 


DANCIN’ FUN 


FOR PLUSH TOYS (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 10-21-1999; IN COMMERCE 10-21-1999. 


2,430,426. WORTH, INC.. TULLAHOMA, TN. SN 75-686,554. 
PUB. 12-14-1999, FILED 4-19-1999. 


HOT SEAM 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**SEAM”™, APART FROM THE MARK AS SHOWN. 

FOR SOFTBALLS AND BASEBALLS (U.S. CLS. 22, 23, 38 
AND 50). 

FIRST USE 6-1-2000; IN COMMERCE 6-1-2000. 


2,430,434. SPRINGFIELD PAINTBALL, INC.. SPRINGFIELD, 
MO. SN 75-694,332. PUB. 12-28-1999, FILED 4-30-1999. 


KICK’N 


FOR PAINT BALL GAME ACCESSORIES, NAMELY, PAINT 
BALLS, PAINT BALL GUNS (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 5-1-1995; IN COMMERCE 3-1-1999. 
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2,430,435. DIGGLER, INC., PETALUMA, CA. SN 
PUB. 1-4-2000, FILED 5-3-1999 


75-696,024 


DIGGLER 


FOR NON-MOTORIZED SCOOTERS (U.S. CLS. 22, 23, 38 AND 
50). 
FIRST USE 6-23-1999; IN COMMERCE 6-23-1999 


2,430,441. TATUM, DAVID A JR, KELLER, TX. SN 75~-705,462 
PUB. 12-21-1999, FILED 6-9-1999. 


STRIKE ENTICER 


FOR ARTIFICIAL FISHING LURES (U.S. CLS. 22, 23, 38 AND 
50) 


FIRST USE 5-27-1999; IN COMMERCE 8-20-1999. 


2,430,455. PUMPKIN MASTERS, INC., DENVER, 
75-718,388. PUB. 1-4-2000, FILED 6-1-1999. 


CO. SN 


THE THING YA’ FLING 


FOR STUFFED TOY FLYING DISCS FOR PLAYING A TOSS 
GAME (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE |-30-2000; IN COMMERCE 2-22-2000. 


2,430,457. ANDERSON, WILLIAM ALLEN, ST LOUIS PARK, 
MN. SN 75-722,256. PUB. 12-21-1999, FILED 6-7-1999. 


ANGEL ANIMALS 


OWNER OF U.S. REG. NO. 2,184,001 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“‘ANIMALS”’, APART FROM THE MARK AS SHOWN. 

FOR PLUSH ANIMAL REPLICA TOYS (U.S. CLS. 22, 23, 38 
AND 50). 

FIRST USE 12-0-1999; IN COMMERCE 12-0-1999 


2,430,486. BRINKER, SHERIDAN F, OROVILLE, CA. SN 
75-776,502. PUB. 5-16-2000, FILED 8-16-1999. 


SQUING 


FOR SELF PROPELLED FLYING TOY VEHICLE ABOUT TWO 
AND A HALF INCHES IN DIAMETER, CONSISTING OF THREE 
WHEELS FIXED TO A SINGLE AXLE (U.S. CLS. 22, 23, 38 
AND S50). 

FIRST USE 5-28-1996; IN COMMERCE 8-20-1996 
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2,430,489. MUNCHKIN, INC., VAN NUYS, CA. SN 75-782,931. 
PUB. 5-16-2000, FILED 8-23-1999. 


MOZART MAGIC 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**MOZART”’, APART FROM THE MARK AS SHOWN. 

FOR MUSICAL TOYS (U.S. CLS. 22, 23, 38 AND 50) 

FIRST USE 2-25-2000; IN COMMERCE 2-25-2000. 


2,430,495. Q - BRANCH TECHNOLOGIES, LTD., DEARBORN 
HIEGHTS, MI. SN 75-820,114. PUB. 5-30-2000, FILED 
10-30-1999. 


PACZKI PALS 


THE ENGLISH TRANSLATION OF **PACZKI”’ 
PASTRY”. 

FOR PLUSH TOYS (U.S. CLS. 22, 23, 38 AND 50). 

FIRST USE 1-2-1999; IN COMMERCE 1-2-1999. 


IS **POLISH 


CLASS 29—MEATS AND PROCESSED FOODS 


2,430,176. SABORMEX, S.A. DE C.V., COL. APATLACO, MEX- 
ICO. SN 75-237,593. PUB. 11-18-1997, FILED 2-6-1997. 


LA SIERRA 


OWNER OF U.S. REG. NOS. 955,872 AND 1,860,476. 

THE ENGLISH TRANSLATION OF THE SPANISH WORDS 
**LA SIERRA”’ IN THE MARK IS *‘MOUNTAIN RANGE”. 

FOR PRE-COOKED MIXES FOR SOUPS, NAMELY, RICE 
SOUP AND CANNED MEAT MEALS (U.S. CL. 46). 

FIRST USE 0-0-1996; IN COMMERCE 6-28-2000. 


2,430,274. RANDALL, HELEN WILSON, POLKTON, NC. SN 
75-500,858. PUB. 3-21-2000, FILED 6-9-1998. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“POTATO” AND “USE ON POTATOES, BREADS, BAGELS 
CRACKERS, ETC."’, APART FROM THE MARK AS SHOWN. 

THE LINING AND STIPPLING ARE FEATURES OF THE 
MARK AND DO NOT INDICATE COLOR. 

FOR DAIRY-BASED PRODUCTS EXCLUDING ICE CREAM, 
ICE MILK AND FROZEN YOGURT (U.S. CL. 46). 

FIRST USE 10—-1-1998; IN COMMERCE 10-1-1998. 
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2,430,309. INTEGRATED SYSTEMS HOLDINGS, INC., PHOE- 
NIX, AZ. SN 75-556,285. PUB. 11-16-1999, FILED 9-21-1998. 


MA’DILLINGER’S 


THE NAME SHOWN IN THE MARK DOES NOT IDENTIFY 
A LIVING INDIVIDUAL. 

FOR FOODS, NAMELY, PROCESSED FRUITS AND VEGETA- 
BLES, CHEESE, MEATS AND BUTTER (U.S. CL. 46). 

FIRST USE 10-0-1999; IN COMMERCE 10-0-1999. 


2,430,430. H.L. BENNEDORF [N.A.S.] CORP., MEDFORD, NJ. 
SN 75-689,986. PUB. 11-23-1999, FILED 4-23-1999. 


MANGO MELODY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**MANGO”’, APART FROM THE MARK AS SHOWN. 

FOR FROZEN FRUIT IN RESEALABLE BAGS (U.S. CL. 46). 

FIRST USE 4-20-1999: IN COMMERCE 4-20-1999. 


CLASS 30—STAPLE FOODS 


2,430,150. HERSHEY CHOCOLATE & CONFECTIONERY COR- 
PORATION, WHEAT RIDGE, CO, BY MERGER HORIZON- 
WEST MARKETING CORP., NEW YORK, NY. SN 74-553,896. 
PUB. 5-28-1996, FILED 7-26-1994. 


SWEET SENSATIONS 


OWNER OF U.S. REG. NO. 1,542,776. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“SWEET’’, APART FROM THE MARK AS SHOWN. 

FOR COOKIES (U.S. CL. 46). 

FIRST USE 5-10-1999; IN COMMERCE 5-10-1999. 


2,430,159. ADAMS & BROOKS, INC., LOS ANGELES, CA. SN 
75-079.723. PUB. 3-11-1997, FILED 3-28-1996. 


CHARGE BAR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**BAR”’, APART FROM THE MARK AS SHOWN. 

FOR CANDY (U.S. CL. 46). 

FIRST USE 5-26-2000; IN COMMERCE 5-26-2000. 
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2,430,336. O'GRADY, BRIAN, WATERTOWN, 
75-609,588. PUB. 9-7-1999, FILED 12-21-1998. 


Gite the Stripe 


FOR CHOCOLATE FLAVORED POPCORN (U.S. CL. 46). 
FIRST USE 10-30-1999; IN COMMERCE 10-30-1999. 


2,430,338. VALEO, INC., WAUKESHA, WI. SN 75-610,236. PUB. 
8-24-1999, FILED 12-22-1998. 


THE ENGLISH TRANSLATION OF THE WORD *‘VALEO”’, 
IS ‘“‘BE STRONG, BE WELL, BE POWERFUL, PREVAIL". 

FOR GRAIN BASED FOOD BAR (U.S. CL. 46). 

FIRST USE 2-23-2000; IN COMMERCE 2-23-2000. 


2,430,339. PARRISH & HEIMBECKER, LIMITED, WINNIPEG, 
MANITOBA R3C 3Z3, CANADA. SN 75-612,322. PUB. 
11-16-1999, FILED 12-28-1998. 


STILL WATER CRYSTALS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
““CRYSTALS”, APART FROM THE MARK AS SHOWN. 

FOR EXTRUDED CHEMICALLY MODIFIED PEA STARCH 
FOR FOOD PURPOSES (U.S. CL. 46). 

FIRST USE 3-12-1993; IN COMMERCE 3-12-1993. 
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2,430,350 
HEIGHTS, IL. SN 
1-13-1999 


75-623,063. PUB. 8-24-1999, 














Bs 
PACIFIC JADE 


OWNER OF US. REG. NOS. 
1,553,071. 

THE STIPPLING IN THE DRAWING REPRESENTS SHADING 
AND DOES NOT REPRESENT COLOR. 

FOR SOY SAUCE, DUCK SAUCE, HOSIN SAUCE, TERIYAKI 
SAUCE, VINEGAR, CORNSTARCH, RICE, EGG ROLLS, ORI- 
ENTAL NOODLES, ANISE PEPPERCORNS, DRIED CHILI PODS 
FOR USE AS SEASONING WONTON WRAPPERS, EGGROLL 
WRAPPERS, TEMPURA BATTER, CAKE AND PANCAKE BAT- 
TER MIXES, BATTER MIXES FOR BAKERY GOODS (U.S. CL. 
46) 

FIRST USE 12-0-1999; IN COMMERCE 12-00-1999 


1,114,637, 1,507,420, AND 


2,430,391. HAIN FOOD GROUP, INC., THE, UNIONDALE, NY 
SN 75-656,173. PUB. 10-12-1999, FILED 3-8-1999. 


WHEATETTES 


FOR CRACKERS (U.S. CL. 46) 
FIRST USE 3-22-1999; IN COMMERCE 3-22-1999 


2,430,420. 
SN 75-680,770. PUB. 11-9-1999, FILED 4-12-1999 


SMUCKER’S PUCKERS 


FOR CANDY (U.S. CL. 46). 
FIRST USE 2-0-2000; IN COMMERCE 2-0-2000. 


OFFICIAL GAZETTE 


U.S. FOODSERVICE OF ILLINOIS INC., GLENDALE 
FILED 


J.M. SMUCKER COMPANY, THE, ORRVILLE, OH. 
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2,430,422. INDOPCO, INC., DBA NATIONAL STARCH AND 
CHEMICAL COMPANY, BRIDGEWATER, NJ. SN 75-683,178. 
PUB. 11-2-1999, FILED 4-15-1999. 


CRISPIOCA 


FOR MODIFIED FOOD STARCH (U.S. CL. 46). 
FIRST USE 4-20-2000; IN COMMERCE 4-20-2000 


2,430,473. REPUBLIC OF TEA, INC., THE, NOVATO, CA. SN 
75-742.155. PUB. 12-28-1999, FILED 7-1-1999. 


TEDDY’S TEA PARTY 


FOR TEA (U.S. CL. 46). 
FIRST USE 11-S—1999; IN COMMERCE 11-5-—1999. 


2,430,488. NABISCO BRANDS COMPANY, WILMINGTON, DE. 
SN 75-778,761. PUB. 2-29-2000, FILED 8-17-1999. 


A.1. 


OWNER OF U.S. REG. NOS. 26,824, 2,023,568, AND OTHERS. 
FOR MARINADES (U.S. CL. 46). 
FIRST USE 2-7-2000; IN COMMERCE 2-7-2000. 


CLASS 31—NATURAL AGRICULTURAL 
PRODUCTS 


2,430,221. BALL HORTICULTURAL COMPANY, WEST CHI- 
CAGO, IL. SN 75-418,212. PUB. 10-27-1998, FILED 1-15-1998. 


BEAT THE HEAT 


FOR LIVE ORNAMENTAL PLANTS AND SEEDS THEREOF 
(U.S. CLS. 1 AND 46). 
FIRST USE 6-0-1997; IN COMMERCE 6-0-1997. 


2,430,331. KAL KAN FOODS, INC., VERNON, CA. SN 
75-602,146. PUB. 8-24-1999, FILED 12-9-1998. 


WHAT CATS WANT 


FOR CAT FOOD (U.S. CLS. 1 AND 46). 
FIRST USE 5-0-2000; IN COMMERCE 5-0-2000. 
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2,430,367. OIL-DRI CORPORATION OF AMERICA, CHICAGO, 
IL. SN 75-632,737. PUB. 10-5--1999, FILED 2-3-1999. 


POULTRY GUARD 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**POULTRY”’, APART FROM THE MARK AS SHOWN. 

FOR ANIMAL LITTER (U.S. CLS. 1 AND 46) 

FIRST USE 10-1-1998; IN COMMERCE 10--1-1998. 


2,430,388. GALLAGHER, LEO, AGUORA HILLS, CA, BY AS- 
SIGNMENT; BY ASSIGNMENT NATURAL PRODUCE, INC., 
WILLCOX, AZ. SN 75-654,088. PUB. 12-14-1999, FILED 
3-8-1999. 


SLEDGE-O-MATIC 


FOR FRESH PRODUCE, NAMELY, FRESH FRUITS AND 
VEGETABLES (U.S. CLS. 1 AND 46). 
FIRST USE 7-24-2000, IN COMMERCE 7-24-2000. 


2.430.427. MEADOWLAND, INC.. NEWBERG, OR. SN 
75-687,183. PUB. 11-30-1999, FILED 4-20-1999. 


CAMPOVILLA 


FOR PLANT SEED, NAMELY, GRASS SEED FOR LAWN, 
FORAGE, AND ENVIRONMENTAL USE (U.S. CLS. | AND 46). 
FIRST USE 1-10-1999; IN COMMERCE 1-10-1999 


CLASS 32—LIGHT BEVERAGES 


2,430,278. HANSEN BEVERAGE COMPANY, CORONA, CA. SN 
75-512,753. PUB. 11-9-1999, FILED 7-2-1998. 


IMMUNEJUICE 


FOR FRUIT JUICE, FRUIT JUICE DRINKS, SOFT DRINKS, 
CARBONATED SOFT DRINKS, AERATED WATER, SODA 
WATER AND SELTZER WATER (U.S. CLS. 45, 46 AND 48). 

FIRST USE 10—-0—-1998; IN COMMERCE 10-0-1998. 


2,430,301. IWANICKI, TIMOTHY B., DBA DRUTHERS BEV- 
ERAGE COMPANY, OGLESBY, IL. SN 75-544,665. PUB. 
5-4-1999, FILED 8-28-1998. 


DRUTHERS ORANGE COW 


OWNER OF U.S. REG. NO. 2,196,378. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*““ORANGE”’, APART FROM THE MARK AS SHOWN. 

FOR SOFT DRINKS; NAMELY ORANGE CREAM SODA (US. 
CLS. 45, 46 AND 48). 

FIRST USE 7-21-2000; IN COMMERCE 7-21-2000. 
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CLASS 33—WINES AND SPIRITS 


2,430,247. CORBY DISTILLERIES LIMITED, TORONTO, ON- 
TARIO, CANADA. SN 75-470,437. PUB. 1-4-2000, FILED 
4-17-1998. 


PIKE CREEK 


PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA AP- 
PLICATION NO. 859411, FILED 10-22-1997, REG. NO. 
TMAS11710, DATED 5-11-1999, EXPIRES 5-11-2014. 

FOR DISTILLED ALCOHOLIC BEVERAGES, NAMELY WHIS- 
KEY (U.S. CLS. 47 AND 49). 

FIRST USE 6-5-2000; IN COMMERCE 6-5-2000. 


2,430,253. LONG, ZELMA R., HEALDSBURG, CA. AND 
FREESE, PHILIP K., HEALDSBURG, CA. SN 75-476,111. PUB. 
11-17-1998, FILED 4-28-1998. 


SIMUNYE 


THE ENGLISH TRANSLATION OF *‘SIMUNYE” IS **WE ARE 
ONE” 

FOR WINES (U.S. CLS. 47 AND 49). 

FIRST USE 4—1-2000; IN COMMERCE 4-1-2000. 


2,430,327. TWO PADDOCKS LIMITED, QUEENSTOWN, NEW 
ZEALAND. SN_ 75-595,273. PUB. 12-28-1999, FILED 
11-25-1998. 


TWO PADDOCKS 


PRIORITY CLAIMED UNDER SEC. 44(D) ON AUSTRALIA 
APPLICATION NO. 293016, FILED 5-29-1998, REG. NO. 293016, 
DATED 8-9-1999, EXPIRES 5-29-2005. 

FOR WINE (U.S. CLS. 47 AND 49). 

FIRST USE 4-1-1998; IN COMMERCE 3-5-2000. 


2,430,438. STAR GROUP, THE, CHERRY HILL, NJ. SN 
75-698,300. PUB. 12-14-1999, FILED 5-5-1999. 


SANGRI LA 


FOR WINE (U.S. CLS. 47 AND 49). 
FIRST USE 7-1-1999; IN COMMERCE 7-1-1999. 
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2,430,199. PET VALU CANADA INC., MARKHAM, ONTARIO 
L3R 3L3, CANADA. SN 75-340,692. PUB. 9-22-1998, FILED 
8-14-1997 


PET VALU MONEY 


OWNER OF U.S. REG. NOS. 1,563,967, 2,083,164, AND OTH- 
ERS 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**PET’’, APART FROM THE MARK AS SHOWN. 

FOR PROMOTING PET FOOD AND PET SUPPLIES BY 
MEANS OF A FREQUENT BUYER PROGRAM (USS. CLS. 100, 
101 AND 102). 

FIRST USE 8-29-2000; IN COMMERCE 8-29-2000. 


2,430,226. SIMON, MARK, ATLANTA, GA. SN 75-427,325. PUB 
6-20-2000, FILED 2-2-1998 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
‘““FILMS’’, APART FROM THE MARK AS SHOWN 

THE MARK CONSISTS OF A GRAPHIC RENDERING OF A 
BENT BOTTLE CAP WITH BUBBLES AND THE LANGUAGE 
“FIZZ CITY FILMS"’ ON THE SURFACE OF THE CAP 

FOR PRODUCTION OF TELEVISION COMMERCIALS (U.S. 
CLS. 100, 101 AND 102). 

FIRST USE 4-19-1998, IN COMMERCE 4-19-1998. 
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2,430,246. TRIZETTO GROUP, INC., THE, NEWPORT BEACH, 
CA. SN 75—467,221. PUB. 12-21-1999, FILED 4-13-1998. 


TRIZETTO 


FOR CONSULTING SERVICES IN THE AREA OF BUSINESS 
ACQUISITIONS AND MERGERS; BUSINESS MANAGEMENT 
SERVICES, NAMELY, IN THE AREAS OF BUSINESS OPER- 
ATIONS, [NFORMATION TECHNOLOGY, HEALTH CARE, 
HEALTH CARE PRACTICE MANAGEMENT, HEALTH CARE 
MANAGED CARE PLAN PRODUCTS AND SERVICES, HEALTH 
CARE CONSULTATION AND PHYSICIAN OFFICE MANAGE- 
MENT, COST/PRICE ANALYSIS SERVICES; BUSINESS PLAN- 
NING; COST CONTAINMENT MANAGEMENT IN THE FIELD 
OF HEALTHCARE; EFFICIENCY EXPERTISE; BUSINESS PROC- 
ESS RE-ENGINEERING; BUSINESS SUPERVISION; HEALTH 
CARE UTILIZATION AND REVIEW SERVICES, INCLUDING 
SERVICES THAT ADDRESS HEALTH CARE COST CONTAIN- 
MENT; HEALTH CARE COST REVIEW AND COST MANAGE- 
MENT FOR HEALTH CARE BENEFIT PLANS FOR OTHERS; 
FEATURING COMPUTER SOFTWARE FOR THE FIELD OF 
HEALTH CARE, MANAGED CARE, INFORMATION TECH- 
NOLOGY, INFORMATION ACCESS, REPORTING SOFTWARE 
AND CONSULTING; LICENSING OF COMPUTER SOFTWARE; 
PERSONNEL PLACEMENT; COMMERCIAL INFORMATION 
AND SERVICES, INCLUDING INFORMATION ON COMPUTER 
NETWORKS AND COMPUTER COMMUNICATIONS; COMPUT- 
ERIZED DATA PROCESSING SERVICES, INCLUDING TRANS- 
ACTION PROCESSING, INFORMATION STORAGE AND RE- 
TRIEVAL IN THE FIELDS OF GENERAL HEALTH CARE, MAN- 
AGED CARE, PHYSICIAN AND AMBULATORY CARE; COM- 
PUTERIZED DATA BASE MANAGEMENT SERVICES; PRO- 
VIDING ELECTRONIC CLEARING HOUSES OF GENERAL 
MEDICAL INFORMATION FOR ELECTRONIC TRANSACTIONS; 
PROVIDING ACCOUNTING AND BILLING SERVICES FOR 
OTHERS, INCLUDING FOR PHYSICIANS, AND INCLUDING 
ACCOUNTS RECEIVABLE, BILLING AND INVOICING (US. 
CLS. 100, 101 AND 102). 

FIRST USE 4-1-1998, IN COMMERCE 4-1-1998. 


2,430,257. HIRE CALLING INC., MEDFORD, OR, BY CHANGE 
OF NAME GOLD DUST WEST, INC., MEDFORD, OR. SN 
75—482,773. PUB. 12-7-1999, FILED 5-11-1998. 


HIRE CALLING 


FOR TEMPORARY EMPLOYMENT AGENCIES (U.S. CLS. 100, 
101 AND 102). 
FIRST USE 8-0-1998; IN COMMERCE 8-0-1998. 


2,430,262. BANNON, LAIF W., LEAWOOD, KS. SN 75-486,393. 
PUB. 7-27-1999, FILED 5-18-1998 


TUSHNIC’S 


FOR RETAIL SHOPS FEATURING FINE ART DECORATIVE 
ACCESSORIES (U.S. CLS. 100, 101 AND 102). 
FIRST USE 6-28-2000; IN COMMERCE 6-28-2000. 
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2,430,302. NEW MILLENNIUM CARE, INC., EAST AURORA, 
NY. BY ASSIGNMENT NEW MILLENNIUM CARE, LLC, 
EAST AURORA, NY. SN 75-547,364. PUB. 12-7-1999, FILED 
9-3-1998. 


NEW MILLENNIUM CARE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“CARE’’, APART FROM THE MARK AS SHOWN. 

FOR MANAGEMENT OF LONG-TERM HEALTH CARE FA- 
CILITIES FOR OTHERS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 3-8-2000; IN COMMERCE 3-8-2000. 


2,430,305. LANDIS GROUP, WEST PALM BEACH, FL. SN 
75-548,739. PUB. 12-28-1999, FILED 9-4-1998. 


IMAGINALYSIS 


FOR INTERACTIVE BUSINESS CONSULTING WITH CLIENTS 
IN THE FIELD OF MARKETING FOR CREATIVITY, PLANNING 
AND PROBLEM SOLVING IN THE FUNCTIONAL AREAS OF 
MARKETING AND STRATEGIC PLANNING INVOLVING THE 
GROWTH OR DEVELOPMENT OF THE CLIENT'S BRANDED 
PRODUCTS/SERVICES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 5-0-1996; IN COMMERCE 10-0-1996. 


2,430,352. TJX COMPANIES, INC., THE, FRAMINGHAM, MA. 
SN 75-623,361. PUB. 2-22-2000, FILED 1-19-1999. 


SOME PEOPLE GET IT. 
SOME GET IT FOR LESS. 


FOR RETAIL STORE SERVICES FEATURING CLOTHING, 
FOOTWEAR GIFTWARE CANDLES, KITCHENWARE, TABLE 
LINENS, BATH LINENS. BED LINENS TABLEWARE, KITCHEN 
AND DINING UTENSILS, JEWELRY, STATIONERY, PICTURE 
FRAMES, HOME TEXTILE ARTICLES, TOYS AND GAMES AND 
PLAYTHINGS, PURSES, POCKETBOOKS, AND UMBRELLAS 
(U.S. CLS. 100, 101 AND 102). 

FIRST USE 2-28-1999; IN COMMERCE 2-28-1999. 


2,430,382. KLEVER MARKETING, INC., SALT LAKE CITY, UT. 
SN 75-647,529. PUB. 11-9-1999, FILED 2-24-1999. 


KLEVER-KARD 


FOR SERVICES IN PROMOTING THE GOODS AND SERV- 
ICES OF OTHERS THROUGH THE DISTRIBUTION OF DIS- 
COUNT CARDS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 12-0-1997; IN COMMERCE 7-0-1999. 
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2,430,384. BUCK, ALEXANDER, SEATTLE, WA. SN 75-650,589. 
PUB. 11-2-1999, FILED 2-26-1999. 


FLEDGLING 


FOR CATALOG SERVICES FEATURING GENERAL MER- 
CHANDISE (U.S. CLS. 100, 101 AND 102). 
FIRST USE 7-12-1999; IN COMMERCE 7-12-1999. 


2,430,408. PLASMANET, INC., NEW ROCHELLE, NY. SN 
75-668,966. PUB. 4-11-2000, FILED 3-26-1999. 


CLICK 2 WIN 


FOR PROMOTING THE GOODS AND SERVICES OF OTHERS 
THROUGH SWEEPSTAKES (U.S. CLS. 100, 101 AND 102). 
FIRST USE 6-1-1999; IN COMMERCE 6-1-1999. 


2,430,416. ATTORNEYS ONLINE, INC., LAKE HELEN, FL. SN 
75-672,400. PUB. 11-23-1999, FILED 4-1-1999. 


FLY AS YOU BUY 


FOR INCENTIVE AWARD PROGRAMS, NAMELY, PRO- 
MOTING THE SALE OF CONSUMER PRODUCTS BY AWARD- 
ING FREQUENT FLYER MILES BY MEANS OF A GLOBAL 
COMPUTER NETWORK (U.S. CLS. 100, 101 AND 102). 

FIRST USE 8-3-1999; IN COMMERCE 8-3-1999. 


2,430,417. RYAN DROSSMAN & PARTNERS, INC., NEW 
YORK, NY. SN 75-672,835. PUB. 12-21-1999, FILED 4-1-1999. 


CHARISMATIC BRANDS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**BRANDS"’, APART FROM THE MARK AS SHOWN. 

FOR ADVERTISING AGENCY SERVICES; SALES PRO- 
MOTION SERVICES, NAMELY, PROMOTING THE GOODS AND 
SERVICES OF VARIOUS INDUSTRIES THROUGH THE DIS- 
TRIBUTION OF PROMOTIONAL MATERIALS AND BY REN- 
DERING SALES PROMOTION ADVICE; BUSINESS MAR- 
KETING CONSULTING SERVICES; MARKET RESEARCH; PUR- 
CHASE OF MEDIA ADVERTISING TIME ON BEHALF OF OTH- 
ERS; CREATING AND DISSEMINATING ADVERTISING FOR 
OTHERS VIA A GLOBAL ON-LINE COMPUTER NETWORK 
(U.S. CLS. 100, 101 AND 102). 

FIRST USE 1-0-2000; IN COMMERCE 1-0-2000. 


2.430.418. EMMIS COMMUNICATIONS CORPORATION, INDI- 
ANAPOLIS, IN. SN 75-676,323. PUB. 12-14-1999, FILED 
4-3-1999. 


JOBCITY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*‘JOB"’", APART FROM THE MARK AS SHOWN. 
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FOR PROVIDING ON-LINE CLASSIFIED ADVERTISEMENTS 
OF OTHERS IN THE FIELD OF EMPLOYMENT OPPORTUNI- 
TIES RENDERED VIA COMPUTER BY MEANS OF A GLOBAL 
COMPUTER NETWORK, AND THROUGH AN INTERACTIVE 
TELEPHONE RESPONSE SYSTEM (U.S. CLS. 100, 101 AND 102). 

FIRST USE 3-30-1999; IN COMMERCE 3-30-1999 


2,430,451. SCHERER’S, INC., WORTHINGTON, 
75-713,805. PUB. 12-21-1999, FILED 5-25-1999. 


OH. SN 


WANTED2BUY 


FOR PROVIDING AN ONLINE AND GLOBAL NETWORK 
SITE FOR OTHERS FOR THE SELLING, BUYING, AND TRAD- 
ING OF PRODUCTS AND SERVICES (U.S. CLS. 100, 101 AND 
102) 

FIRST USE 9-7-2000; IN COMMERCE 9-7-2000. 


2,430,465. HEALTHCARE RESOURCES GROUP, 
YORK, NY. SN_ 75-729,733. PUB. 
6-16-1999. 


INC., NEW 
12-21-1999, FILED 


" 
& 


digital 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**DIGITAL”’, APART FROM THE MARK AS SHOWN. 

FOR ADVERTISING AGENCY SERVICES, NAMELY, FULL- 
SERVICE ADVERTISING INCLUDING CREATION AND PRO- 
DUCTION OF ADVERTISEMENTS FOR OTHERS; MEDIA PLAN- 
NING, NAMELY, ASSISTING OTHERS IN DETERMINING AP- 
PROPRIATE AND COST-EFFECTIVE MEDIA AND MARKETING 
STRATEGIES TO TARGET AN AUDIENCE; RENTAL OR PUR- 
CHASE OF ADVERTISING AND MEDIA TIME AND SPACE FOR 
OTHERS; PREPARING AND/OR PLACING ADVERTISING FOR 
OTHERS, NAMELY, TELEVISION AND RADIO COMMERCIALS, 
PRINTED PUBLICATIONS, DIRECT MAIL ADVERTISING BILL- 
BOARD ADVERTISING AND ADVERTISING FOR DISSEMINA- 
TION VIA AN ON-LINE ELECTRONIC COMMUNICATIONS 
NETWORK; PREPARING AUDIO-VISUAL PRESENTATIONS 
FOR USE IN ADVERTISING; PUBLIC RELATIONS SERVICES; 
MARKETING SERVICES, NAMELY, PROMOTION OF GOODS 
AND/OR SERVICES OF OTHERS BY PREPARING AND/OR 
PLACING ADVERTISEMENTS FOR DISSEMINATION 
THROUGH TELEVISION AND RADIO COMMERCIALS, DIRECT 
MAIL, PRINTED PUBLICATIONS, BILLBOARDS AND VIA ON- 
LINE ELECTRONIC COMMUNICATIONS NETWORKS, BUSI- 
NESS MARKETING CONSULTING SERVICES; COOPERATIVE 
ADVERTISING AND MARKETING; CONDUCTING BUSINESS 
AND MARKET RESEARCH SURVEYS; MARKET ANALYSIS 
SERVICES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 4-20-1999: IN COMMERCE 6-30-1999. 
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2,430,468. AMERICAN AIRLINES, INC., DFW AIRPORT, TX. SN 
75—733,098. PUB. 3-28-2000, FILED 6-21-1999 


MISSION: IDEAS 


OWNER OF U:S. REG. NO. 1,905,870. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**IDEAS"’, APART FROM THE MARK AS SHOWN. 

FOR EMPLOYEE INCENTIVE AWARDS PROGRAMS TO PRO- 
MOTE ON THE JOB QUALITY BY RECOGNIZING AND RE- 
WARDING EMPLOYEE SUGGESTIONS (U.S. CLS. 100, 101 AND 
102). 

FIRST USE 4-5-2000; IN COMMERCE 4-5-2000. 


2,430,474. WISHBOX.COM, INC., PITTSBURGH, PA. SN 
75-743,202. PUB. 1-18-2000, FILED 7-6-1999. 


FOR GIFT AND WISH REGISTRY SERVICES OFFERED 
THROUGH RETAIL STORES AND THROUGH A GLOBAL COM- 
PUTER INFORMATION NETWORK (U.S. CLS. 100, 101 AND 
102). 

FIRST USE 7-1-1999; IN COMMERCE 10-15-1999. 


2,430,484. SONG, CHUAN, AMARILLO, TX. AND SONG, 
KAREN, AMARILLO, TX. SN 75-773,109. PUB. 2-15-2000, 
FILED 8-11-1999. 


HEAVENLY CREATIONS 


FOR RETAIL STORE SERVICES FEATURING CANDY, COOK- 
IES, NUTS, PIES DESSERTS COFFEES, POPCORN, FRESH 
FLOWERS, GIFT BASKETS, BATH AND BODY PRODUCTS. 
PLUSH TOYS, AND T-SHIRTS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 2-0-2000; IN COMMERCE 2-0-2000. 
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2,430,501. EGAN GROUP, L.L.C., TOWN AND COUNTRY, MO. 
SN 75-979,955. PUB. 12-21-1999, FILED 14-1999. 


THE LINING IS A DESIGN FEATURE OF THE MARK AND 
DOES NOT CONSTITUTE SHADING. 

THE MARK CONSISTS OF A SHADED CIRCLE WITH THREE 
CONTRASTING BARS ON ONE SIDE TO GIVE THE IMPRES- 
SION OF THE LETTER “‘E’’. THE CIRCLE IS CASTING A 
SHADOW BELOW IT. 

FOR BUSINESS MARKETING CONSULTING SERVICES IN 
THE FIELD OF THE MEDICAL, DENTAL AND VETERINARY 
INDUSTRY (U.S. CLS. 100, 101 AND 102). 

FIRST USE 4-0-1999; IN COMMERCE 4-0-1999. 


CLASS 36—INSURANCE AND FINANCIAL 


2,430,155. DELAWARE CHARTER GUARANTEE & TRUST 
COMPANY, WILMINGTON, DE, BY MERGER TRUST CON- 
SULTANTS, INC., SAN MATEO, CA. SN 75-041,393. PUB. 
1-28-1997, FILED 1-11-1996. 


SIMPLE K 


FOR DEVELOPMENT AND ADMINISTRATION OF PENSION 
PLANS FOR OTHERS (U.S. CLS. 100, 101 AND 102). 
FIRST USE 4-12-2000; IN COMMERCE 4-12-2000. 


2,430,163. ROSENBLUTH INTERACTIVE, INC., PHILADEL- 
PHIA, PA, BY ASSIGNMENT; BY CHANGE OF NAME 
BIZTRAVEL.COM, INC., NEW YORK, NY. SN 75-125,546. 
PUB. 7-1-1997, FILED 6-26-1996. 


BIZTRAVEL.COM 


FOR ON LINE FINANCIAL SERVICES, NAMELY, ALLOWING 
USERS TO PLACE ON LINE ORDERS FOR FOREIGN CUR- 
RENCY, FOR CREDIT AND DEBIT CARDS, AND FOR STORED 
VALUE CARDS WHICH ALLOW A USER TO PREPAY FOR 
VARIOUS GOODS AND SERVICES (U.S. CLS. 100, 101 AND 
102). 

FIRST USE 1-0-1998; IN COMMERCE 1-0-1998. 
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2,430,213. METRIS DIRECT, INC., ST. LOUIS PARK, MN. SN 
75-392,497. PUB. 6-13-2000, FILED 11-19-1997. 


DIRECT REWARDS 


FOR BANKING SERVICES (U.S. CLS. 100, 101 AND 102). 
FIRST USE 3-0-1998; IN COMMERCE 3-0-1998. 


2,430,229. OAK BROOK BANK, OAK BROOK, 
75-441,173. PUB. 10-20-1998, FILED 2-26-1998. 


IL. SN 


W.E.B:S. 


FOR BANKING SERVICES ACCESSED BY PERSONAL COM- 
PUTER (U.S, CLS. 100, 101 AND 102). 
FIRST USE 4-19-1998; IN COMMERCE 4-19-1998. 


2,430,270. JWGENESIS FINANCIAL CORP., BOCA RATON, FL. 
SN 75-497,119. PUB. 5-11-1999, FILED 6-3-1998. 


JWGENESIS 


FOR FINANCIAL AND INVESTMENT SERVICES, NAMELY, 
SECURITIES BROKERAGE SERVICES, INVESTMENT BANKING 
SERVICES, ASSET MANAGEMENT SERVICES, FINANCIAL 
AND INVESTMENT ADVISORY SERVICES, AND FINANCIAL, 
INVESTMENT AND PORTFOLIO MANAGEMENT SERVICES 
(U.S. CLS. 100, 101 AND 102). 

FIRST USE 7-0-1998; IN COMMERCE 7-0-1998. 


2,430,281. QUALFUND, LLC, REDMOND, WA. SN 75-515,229. 
PUB. 1-11-2000, FILED 7-8-1998. 


QUALFUND 


FOR MORTGAGE BROKERAGE SERVICES IN THE REAL ES- 
TATE FIELD RELATING TO COMMERCIAL AND RESIDENTIAL 
MORTGAGES, AND NOT PERTAINING TO ANNUITIES OR 
OTHER QUALIFIED FUNDS AND NOT IN THE INSURANCE 
OR INVESTMENT FIELDS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 7-1-1998; IN COMMERCE 10-00-1998. 


2,430,287. PUBLIC SERVICE MUTUAL INSURANCE COM- 
PANY, NEW YORK, NY. SN 75-523,966. PUB. 1-4-2000, 
FILED 7-23-1998. 


MAGNA CARTA 


THE ENGLISH TRANSLATION OF THE WORD ‘‘MAGNA 
CARTA” IS “GREAT CHARTER”. 

FOR UNDERWRITING AND BROKERAGE OF PROPERTY 
AND CASUALTY INSURANCE SERVICES (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 12-17-1999; IN COMMERCE 12-17-1999. 





TM 370 


CLASS 36—(Continued). 


2,430,288. FINANCIAL SERVICE CENTERS OF AMERICA, INC., 
HACKENSACK, NJ, BY CHANGE OF NAME; BY CHANGE 
OF NAME NATIONAL CHECK CASHERS ASSOCIATION, 
INC., HACKENSACK, NJ. SN 75-524,774. PUB. 12-14~-1999, 
FILED 7-24-1998. 


NACCA 


FOR FINANCIAL SERVICES, NAMELY, DEBIT CARD SERV- 
ICES (U.S. CLS. 100, 101 AND 102). 
FIRST USE 4-27-2000; IN COMMERCE 4-27-2000. 


2,430,294. TEACHERS INSURANCE AND ANNUITY ASSOCIA- 
TION, NEW YORK, NY. SN 75-534,919. PUB. 12-28-1999, 
FILED 8-12-1998. 


IMAGINE THE RETURNS 


FOR ADMINISTRATION OF COLLEGE TUITION INVEST- 
MENT SAVINGS PROGRAMS; MUTUAL FUND INVESTMENT 
SERVICES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 9-28-1998; IN COMMERCE 9-28-1998 


2,430,296. GREAT AMERICAN INSURANCE COMPANY, CIN- 
CINNATI, OH. SN 75-538,468. PUB. 8-31-1999, FILED 
8-18-1998. 


GOLD PROTECTION PLAN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**PROTECTION PLAN"’, APART FROM THE MARK AS SHOWN. 
FOR UNDERWRITING PROPERTY AND CASUALTY INSUR- 
ANCE FOR AUTOMOBILES (U.S. CLS. 100, 101 AND 102). 
FIRST USE 5-1-1999; IN COMMERCE 5-1-1999. 


2,430,315. OWNERS.COM, INC., SAN FRANCISCO, CAM- 
BODIA, BY CHANGE OF NAME; BY CHANGE OF NAME 
ABELE INFORMATION SYSTEMS, INC., SAN FRANCISCO, 
CA. SN 75-569,947. PUB. 9-14-1999, FILED 10-14-1998. 


OWNERS.COM 


FOR COMMERCIAL SERVICE PROVIDING INFORMATION 
ABOUT REAL ESTATE, MORTGAGE LOANS, PROPERTY VAL- 
UES, HOME BUYING, HOME SELLING, AND FOR-SALE BY 
OWNER REAL ESTATE TRANSACTIONS (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 5-7-1996; IN COMMERCE 5-7-1996. 
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2,430,341. FIRST ALLMERICA FINANCIAL LIFE INSURANCE 
COMPANY, WORCESTER, MA. SN_ 75-613,231. PUB 
12-7-1999, FILED 12-29-1998. 


ll. 


FOR FINANCIAL SERVICES, NAMELY, FEE-BASED FINAN- 
CIAL PLANNING (U.S. CLS. 100, 101 AND 102). 
FIRST USE 9-1-1997; IN COMMERCE 9-1-1997 


2,430,386. GENERAL RE CORPORATION, STAMFORD, CT. SN 
75-65 1,575. PUB. 12~-7-1999, FILED 3-2-1999. 


TOMORROW’S CHOICE 


FOR DISABILITY AND LONG TERM CARE UNDERWRITING 
SERVICES (U.S. CLS. 100, 101 AND 102). 
FIRST USE 10-1—1999; IN COMMERCE 10-1-1999. 


2,430,396. NATIONAL CITY CORPORATION, CLEVELAND, 
OH. SN 75-658,827. PUB. 1-4-2000, FILED 3-12-1999 


STERLING PRIVATE 
INVESTMENTS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“PRIVATE INVESTMENTS", APART FROM THE MARK AS 
SHOWN. 

FOR BANKING SERVICES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 5--14—1999; IN COMMERCE 5-14-1999. 


2,430,439. FMR CORP., BOSTON, MA. SN 75-703,032. PUB. 
12-28-1999, FILED 5-11-1999. 


FIDELITY PREFERRED 
RETIREMENT SERVICES 


OWNER OF U.S. REG. NOS. 1,277,373, 1,278,300, AND OTH- 
ERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“RETIREMENT SERVICES’, APART FROM THE MARK AS 
SHOWN 
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FOR MUTUAL FUND INVESTMENT SERVICES; RETIRE- 
MENT FUND INVESTMENT SERVICES; INVESTMENT MAN- 
AGEMENT SERVICES; SECURITIES BROKERAGE SERVICES; 
PROVIDING FINANCIAL INFORMATION AND INFORMATION 
ABOUT RETIREMENT PLANNING (U.S. CLS. 100, 101 AND 
102). 

FIRST USE 6-17-1999; IN COMMERCE 6-17-1999. 


2,430,449. UNIPAC SERVICE CORPORATION, AURORA, CO. 
SN 75—712,708. PUB. 12-21-1999, FILED 5-24-1999. 


(Duniweb 


OWNER OF U.S. REG. NO. 1,825,438. 

FOR ADMINISTRATION AND SERVICING OF EDUCATION 
LOANS FOR LENDERS, SECONDARY MARKETS, GUARAN- 
TORS, EDUCATIONAL INSTITUTIONS AND BORROWERS, 
AND RELATED SERVICES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 7-1-1999; IN COMMERCE 7-1-1999. 


2,430,467. STERGIOU & GRUBER RISK CONSULTANTS, INC., 
LYNDHURST, NJ. SN 75-732,522. PUB. 3-14-2000, FILED 
6-21-1999. 


WE MAKE SENSE FROM 
YOUR STATISTICS! 


FOR INSURANCE ACTUARIAL SERVICES; PROVIDING IN- 
FORMATION IN THE FIELD OF INSURANCE ACTUARIAL 
SERVICES VIA WEBSITES ON GLOBAL COMPUTER NET- 
WORKS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 1-1-1987; IN COMMERCE 1-1-1987. 


2,430,475. NATIONAL CITY CORPORATION, CLEVELAND, 
OH. SN 75-745,939. PUB. 2-8-2000, FILED 7-9-1999. 


VALUE PROTECTION 
VEHICLE PROGRAM 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“VEHICLE PROGRAM”, APART FROM THE MARK AS 
SHOWN. 

FOR FINANCIAL SERVICES, NAMELY, LEASE-PURCHASE 
LOANS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 7-27-1999; IN COMMERCE 7-27-1999. 
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2,430,493. TRADINGNEWS, INC.. NEW YORK, NY. SN 
75-816,371. PUB. 4-25-2000, FILED 10-5-—1999. 


TN 


FOR PROVIDING FINANCIAL NEWS AND INVESTMENT 
ANALYSIS OVER A GLOBAL COMPUTER NETWORK AND /OR 
WIRELESS NETWORK (U.S. CLS. 100, 101 AND 102). 

FIRST USE 10-0-1999; IN COMMERCE 10-0-1999. 


CLASS 37—CONSTRUCTION AND REPAIR 


2,430,285. SERVICE EXPRESS INTERNATIONAL CORPORA- 
TION, PARMA, OH. SN 75-521,651. PUB. 12-28-1999, FILED 
7-20-1998. 


SERVICE EXPRESS 
INTERNATIONAL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“SERVICE” AND ‘INTERNATIONAL”’, APART FROM THE 
MARK AS SHOWN. 

FOR REPAIR SERVICES FOR RETAIL STORES, MARKETERS, 
AND MANUFACTURERS, NAMELY, REPAIRING CONSUMER 
ELECTRONIC DEVICES, CONSUMER HOUSEHOLD APPLI- 
ANCES, AND CONSUMER TOOLS FOR THE ABOVE PARTIES 
(U.S. CLS. 100, 103 AND 106). 

FIRST USE 8-0-1998; IN COMMERCE 8-0-1998. 


CLASS 38—COMMUNICATION 


2,430,171. WIRED VENTURES, INC., SAN FRANCISCO, CA. SN 
75-194,055. PUB. 6-24-1997, FILED 11-6-1996. 


SUCK 


FOR TRANSMISSION OF MESSAGES AND DATA VIA AC- 
CESS TO AN INTERACTIVE COMPUTER (U.S. CLS. 100, 101 
AND 104). 

FIRST USE 8-0-1995; IN COMMERCE 8-0-1995. 


2,430,300. NEP, LLC, WESTBROOK, ME. SN 75-543,641. PUB. 
12-28-1999, FILED 8-27-1998. 


UCOM 


FOR WIRELESS TELECOMMUNICATIONS SERVICES, NAME- 
LY, CELLULAR COMMUNICATIONS AND PAGING SERVICES 
AND TRANSMISSION OF DATA AND INFORMATION VIA FAC- 
SIMILE MACHINES (U.S. CLS. 100, 101 AND 104). 

FIRST USE 3-27-2000; IN COMMERCE 3-27-2000. 





T™ 372 


CLASS 38—({Continued). 


2,430,368. AT&T CORP., NEW YORK, NY. SN 75-633,694. PUB. 
9-21-1999, FILED 2-2-1999. 


START YOUR 
NET.WORKING 


FOR TELECOMMUNICATIONS SERVICES, NAMELY, THE 
ELECTRONIC TRANSMISSION OF VOICE, AUDIO, VIDEO, 
FACSIMILE AND INFORMATION; LONG DISTANCE, LOCAL 
AND INTERNATIONAL VOICE, TEXT, FACSIMILE, VIDEO 
AND DATA TELECOMMUNICATIONS SERVICES; FRAME 
RELAY TELECOMMUNICATIONS SERVICES; VIRTUAL NET- 
WORK TELECOMMUNICATIONS SERVICES; ELECTRONIC 
MAIL AND VOICE MAIL MESSAGING SERVICES; PACKET 
SERVICES; COMPUTER AIDED TRANSMISSION OF MESSAGES 
AND IMAGES; AUDIO AND VIDEO TELECONFERENCING 
SERVICES; PRIVATE LINE VOICE, TEXT, FACSIMILE, VIDEO 
AND DATA TELECOMMUNICATIONS SERVICES;  INTE- 
GRATED SERVICES DIGITAL NETWORK TELECOMMUNI- 
CATIONS SERVICES; TRANSMISSION OF VOICE, TEXT, FAC- 
SIMILE, VIDEO AND DATA VIA SATELLITE, TERRESTRIAL 
UNDERSEA TELECOMMUNICATIONS LINKS; TELEVISION 
TRANSMISSION SERVICES; TOLL FREE TELECOMMUNI- 
CATIONS SERVICES; TOLL BASED TELECOMMUNICATIONS 
SERVICES; TELECOMMUNICATIONS SERVICES, PROVIDED 
OVER A WORLDWIDE COMPUTER NETWORK AND PUBLIC 
SWITCHED TELECOMMUNICATIONS NETWORKS; THE SI- 
MULTANEOUS, BI-DIRECTIONAL INTERACTIVE TRANS- 
MISSIONS OF VOICE, AUDIO, VIDEO, DATA, TEXT, FAC- 
SIMILE, MULTIMEDIA SERVICES AND INFORMATION; LOCA- 
TION INDEPENDENT PERSONAL COMMUNICATIONS SERV- 
ICES COMPRISING MOBILE VOICE, DATA AND FACSIMILE 
SERVICES, PROVIDING GATEWAY LINKING CONNECTION 
SERVICES TO WORLDWIDE GLOBAL COMPUTER INFORMA- 
TION NETWORKS, OTHER COMPUTER NETWORKS, ON-LINE 
SERVICES AND BULLETIN BOARDS; PROVIDING BACKBONE 
TELECOMMUNICATIONS NETWORK SERVICES TO OTHERS 
TO ENABLE THEM TO CONNECT TO WORLDWIDE COM- 
PUTER NETWORKS, OTHER COMPUTER NETWORKS, ON- 
LINE SERVICES AND BULLETIN BOARDS (U.S. CLS. 100, 101 
AND 104). 

FIRST USE 2-2-1999; IN COMMERCE 2-2-1999. 


2,430,370. NEXTEL COMMUNICATIONS, INC., MCLEAN, VA. 
SN 75-636,427. PUB. 12-14-1999, FILED 2-4-1999. 


NEXTEL ONLINE 


OWNER OF U.S. REG. NOS. 1,637,139 AND 1,884,244. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**ONLINE”’, APART FROM THE MARK AS SHOWN. 

FOR TELECOMMUNICATION SERVICES, NAMELY A WIRE- 
LESS DATA SERVICE FOR MOBILE COMPUTING DEVICES 
VIA A WIRELESS NETWORK FOR THE PURPOSE OF SENDING 
AND RECEIVING ELECTRONIC MAIL, FACSIMILES, NUMERIC 
MESSAGING AND TEXT MESSAGING AND FOR ACCESSING 
A GLOBAL COMMUNICATIONS NETWORK (U.S. CLS. 100, 101 
AND 104). 

FIRST USE 4-3-2000; IN COMMERCE 4-3-2000. 
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2,430,390. CINCINNATI BELL TELEPHONE COMPANY, CIN- 
CINNATI, OH. SN 75-656,008. PUB. 1-18-2000, FILED 
3-8-1999. 


REVEAL 


FOR TELECOMMUNICATION SERVICES NAMELY, CALL 
BLOCKING FOR ANONYMOUS OR PRIVATE CALLS RE- 
CEIVED ON PHONE WITH A MECHANISM FOR DETERMINING 
THE IDENTITY OF CALLERS (U.S. CLS. 100, 101 AND 104). 

FIRST USE 3-29-1999, IN COMMERCE 3-29-1999. 


2,430,425. LEVEL 3 COMMUNICATIONS, INC., LOUISVILLE, 
CO. SN 75--686,451. PUB. 12-21-1999, FILED 4-19-1999. 


BEYOND BANDWIDTH 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*‘BANDWIDTH"’, APART FROM THE MARK AS SHOWN. 

FOR TELECOMMUNICATIONS SERVICES, NAMELY; TRANS- 
MISSION OF VOICE AND DATA BY ELECTRONIC MEANS; 
PROVIDING TELECOMMUNICATIONS CONNECTIONS TO A 
GLOBAL COMPUTER NETWORK; TRANSMISSION OF VOICE, 
VIDEO AND DATA VIA FIBER OPTIC NETWORKING (U.S. CLS. 
100, 101 AND 104). 

FIRST USE 6-0-1999; IN COMMERCE 6-0-1999. 


CLASS 39—TRANSPORTATION AND 
STORAGE 


2,430,245. TRIZETTO GROUP, INC., THE, NEWPORT BEACH, 
CA. SN 75-467,168. PUB. 12-21-1999, FILED 4-13-1998. 


TRIZETTO 


FOR ELECTRONIC WAREHOUSING, NAMELY, ELECTRONIC 
STORAGE OF COMPUTER INFORMATION AND COMPUTER 
DATA (U.S. CLS. 100 AND 105). 

FIRST USE 4—1-1998; IN COMMERCE 4-1-1998. 


2,430,373. US AIRWAYS, INC.. ARLINGTON, VA. SN 
75-639,502. PUB. 12-7-1999, FILED 2—12-1999. 


DIVIDEND MILES DINING 


OWNER OF U.S. REG. NOS. 2,241,014 AND 2,269,473. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**DINING’’, APART FROM THE MARK AS SHOWN. 

FOR TRANSPORTATION SERVICES, NAMELY, AIRLINE 
PASSENGER SERVICES IN THE NATURE OF A SPECIALIZED 
FREQUENT FLIER PROGRAM; AWARD PROGRAM FOR FRE- 
QUENT AIR TRAVELERS, NAMELY, PRIORITY BOARDING, 
CHECK-IN, SEATING AND RESERVATION SERVICES; TICKET 
UPGRADES, AUGMENTED FREQUENT FLYER MILEAGE, AUG- 
MENTED FREQUENT FLYER MILEAGE THROUGH CREDITS 
EARNED BY PATRONIZING PARTICIPATING RESTAURANTS 
(U.S. CLS. 100 AND 105). 

FIRST USE 2-1-1999; IN COMMERCE 2-1-1999. 
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2,430,490. 911 AIR CARGO, INC., MIAMI, FL. SN 75-798,734 
PUB. 5-16-2000, FILED 9-13-1999. 


RGO 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 


**AIR CARGO”, APART FROM THE MARK AS SHOWN. 

FOR AIRCRAFT CHARTER BROKERING SERVICES (U.S 
CLS. 100 AND 105). 

FIRST USE 8-1-1999; IN COMMERCE 8-1-1999 


CLASS 40—MATERIAL TREATMENT 


2,430,198. SEMANO, INC., HAYWARD, CA. SN 
PUB. 3-9-1999, FILED 8-1-1997. 


75—334,730 


SEMANO 


FOR ANODIZING OF ALUMINUM, ELECTRO-POLISHING, 
CHEMICAL CLEANING, NICKEL AND GOLD PLATING, ALU- 
MINUM OXIDE BLASTING AND MECHANICAL FINISHING OF 
STEEL AND ALUMINUM (U.S. CLS. 100, 103 AND 106) 

FIRST USE 8-1-1997, IN COMMERCE 8-1-1997 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


2,430,222. ROSE, JILLIAN D., JAMAICA, NY. SN 75-420,202 
PUB. 1-19-1999, FILED 1-20-1998. 


JAYDEE 


FOR VIDEO AND FILM PRODUCTION SERVICES (U.S. CLS. 
100, 101 AND 107). 
FIRST USE 4-23-1999; IN COMMERCE 4-23-1999 


2,430,235. FUTUREKIDS, INC.. LOS ANGELES. CA. SN 
75-446.679. PUB. 8-31-1999, FILED 3~-9- 1998. 


TECHNOLOGY ESSENTIALS 


OWNER OF U:S. REG. NO. 2,322,328 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**TECHNOLOGY"’, APART FROM THE MARK AS SHOWN. 

SEC. 2(F). 

FOR EDUCATIONAL SERVICES; NAMELY, CONDUCTING 
CLASSES IN THE FIELD OF COMPUTER USE AND DISTRIBU- 
TION OF COURSE MATERIALS IN CONNECTION THEREWITH, 
AND PROVIDING INFORMATION IN THE FIELD OF COM- 
PUTER EDUCATION AND LITERACY VIA A GLOBAL COM- 
PUTER NETWORK (U.S. CLS. 100, 101 AND 107). 

FIRST USE 4-1-1998, IN COMMERCE 4-1-1998 
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2,430,242. BLACK BUTTERFLY PUBLISHING & MARKETING, 
CLAYTON, OH. SN 75-458,702. PUB. 7-27-1999, FILED 
3-30-1998. 


THE LINING IS A FEATURE OF THE MARK AND DOES 
NOT INDICATE COLOR 

FOR BOOKS PUBLISHING SERVICES (U.S. CLS. 100, 101 
AND 107) 

FIRST USE 7-7-1998; IN COMMERCE 7-7-1998 


2,430,255. BALTIMORE CHILDREN’S MUSEUM, 
BALTIMORE, MD. SN 75-481,236. PUB 
5-7-1998. 


INC.. THE, 
12-8-1998, FILED 


HOWIE LOVITT 


FOR ENTERTAINMENT SERVICES, NAMELY, A_ CHIL- 
DREN’S MUSEUM AND EXHIBITION HALL; EXHIBITIONS 
AND ACTIVITIES FOR EDUCATIONAL AND ENTERTAINMENT 
PURPOSES IN THE NATURE OF LIVE AND RECORDED/TAPED 
PERFORMANCES, INTERACTIVE AND PARTICIPATORY 
GAMES AND QUIZ SHOWS FOR CHILDREN: THEATRICAL, 
CLOWN, MIME AND PUPPET PRESENTATIONS; VISUAL, TEX- 
TUAL AND PARTICIPATORY DISPLAYS OF INFORMATION 
ABOUT GEOGRAPHY. IMAGINATION, TOOLS TO SUCCEED 
IN LIFE, HISTORY, FINANCES, ASPIRATIONS AND DREAMS, 
DEVELOPING ADULT SKILLS, EDUCATION, FAUNA AND 
FLORA, HUMANS, MODES OF TRANSPORTATION, NATURE. 
AND OTHER TOPICS OF INTEREST TO CHILDREN; INTER- 
ACTIVE SCIENTIFIC EXPERIMENTS; TWO AND THREE-DI- 
MENSIONAL ART DISPLAYS; PARADES AND PUBLIC FES- 
TIVALS; CRAFTS EXHIBITIONS; VARIETY SHOWS; MUSICAL 
ACTS; MAGIC ACTS; MOVIES ABOUT SUBJECTS OF INTER- 
EST TO CHILDREN; SIMULATED PLAY FOR CHILDREN; AND 
INFORMATIONAL BOOTHS ON CHANGING TOPICS OF INTER- 
EST TO CHILDREN AND FAMILIES (U.S. CLS. 100, 101 AND 
107). 

FIRST USE 12-29-1998; IN COMMERCE 12-28-1998. 
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2,430,256. BALTIMORE CHILDREN’S MUSEUM, 
BALTIMORE, MD. SN 75-481,237. PUB. 
5-7-1998. 


INC., THE, 
12-15-1998, FILED 


BUZZ OVERHEAD 


FOR ENTERTAINMENT SERVICES, NAMELY, A_ CHIL- 
DREN’S MUSEUM AND EXHIBITION HALL; EXHIBITIONS 
AND ACTIVITIES FOR EDUCATIONAL AND ENTERTAINMENT 
PURPOSES IN THE NATURE OF LIVE PERFORMANCES, 
INTERACTIVE AND PARTICIPATORY GAMES AND QUIZ 
SHOWS FOR CHILDREN; THEATRICAL, CLOWN, MIME AND 
PUPPET PRESENTATIONS; VISUAL, TEXTUAL AND 
PARTICIPATORY DISPLAYS OF INFORMATION ABOUT GEOG- 
RAPHY, IMAGINATION, TOOLS TO SUCCEED IN LIFE, HIS- 
TORY, FINANCES, ASPIRATIONS AND DREAMS, DEVEL- 
OPING ADULT SKILLS, EDUCATION, FAUNA AND FLORA, 
HUMANS, MODES OF TRANSPORTATION, NATURE, AND 
OTHER TOPICS OF INTEREST TO CHILDREN; INTERACTIVE 
SCIENTIFIC EXPERIMENTS; TWO AND THREE-DIMENSIONAL 
ART DISPLAYS; PARADES AND PUBLIC FESTIVALS; CRAFTS 
EXHIBITIONS; VARIETY SHOWS; MUSICAL ACTS; MAGIC 
ACTS; MOVIES ABOUT SUBJECTS OF INTEREST TO CHIL- 
DREN; SIMULATED PLAY FOR CHILDREN; AND INFORMA- 
TIONAL BOOTHS ON CHANGING TOPICS OF INTEREST TO 
CHILDREN AND FAMILIES (U.S. CLS. 100, 101 AND 107). 

FIRST USE 12-29-1998; IN COMMERCE 12-29-1998. 


2,430,258. DROUJKOVA, MARIA, CARY, NC. SN 75-483,882. 
PUB. 12-21-1999, FILED 5-12-1998. 


NATURAL MATH 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**MATH”, APART FROM THE MARK AS SHOWN. 
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FOR EDUCATIONAL SERVICES, NAMELY, PROVIDING IN- 
CENTIVES TO STUDENTS IN THE PRIMARY, SECONDARY, 
COLLEGE LEVEL TO DEMONSTRATE EXCELLENCE IN THE 
FIELD OF THE FIELD OF MATH; ARRANGING AND CON- 
DUCTING EDUCATIONAL CONFERENCES; BOOKMOBILE 
SERVICES; PUBLICATION OF BOOKS; RECREATIONAL 
CAMPS; ENTERTAINMENT IN THE NATURE OF COMPETI- 
TIONS IN THE FIELD OF MATHEMATICS AND SCIENCES; 
COMPUTER EDUCATION TRAINING’ SERVICES; COR- 
RESPONDENCE COURSES; EDUCATIONAL DEMONSTRA- 
TIONS; DEVELOPING EDUCATIONAL MANUALS FOR OTHERS 
IN THE FIELD OF MATHEMATICS AND SCIENCES; DEVELOP- 
MENT AND DISSEMINATION OF EDUCATIONAL MATERIALS 
OF OTHERS IN THE FIELD OF MATHEMATICS AND 
SCIENCES; EDUCATION AND ENTERTAINMENT SERVICES, 
NAMELY, PROVIDING MOTIVATIONAL AND EDUCATIONAL 
SPEAKERS; EDUCATIONAL RESEARCH; EDUCATIONAL 
SERVICES, NAMELY, PROVIDING COURSES OF INSTRUCTION 
AT THE PRIMARY LEVEL; EDUCATIONAL SERVICES, NAME- 
LY, PROVIDING COURSES OF INSTRUCTION AT THE SEC- 
ONDARY LEVEL, EDUCATION SERVICES IN THE NATURE 
OF COURSES AT THE UNIVERSITY LEVEL; EDUCATIONAL 
SERVICES, NAMELY, CONDUCTING CLASSES, SEMINARS, 
CONFERENCES, AND WORKSHOPS IN THE FIELD OF MATHE- 
MATICS AND SCIENCES EDUCATIONAL TESTING; ELEC- 
TRONIC PUBLISHING SERVICES, NAMELY, PUBLICATION OF 
TEXT AND GRAPHIC WORKS OF OTHER ON CD-ROMS FEA- 
TURING MATHEMATICS AND SCIENCES INSTRUCTION IN 
THE FIELD OF MATHEMATICS AND SCIENCES; PUBLICA- 
TION OF MAGAZINES; PUBLICATION OF BOOKS, PUBLICA- 
TION OF NEWSLETTERS; PUBLICATION OF TEXTBOOKS; 
MULTIMEDIA ENTERTAINMENT SOFTWARE PRODUCTION 
SERVICES; PROVIDING A COMPUTER GAME THAT MAY BE 
ACCESSED NETWORK-WIDE BY NETWORK USERS; EDU- 
CATIONAL RESEARCH; TEACHING IN THE FIELD OF MATHE- 
MATICS AND SCIENCES; TRAINING IN THE USE AND OPER- 
ATION OF COMPUTERS; VOCATIONAL EDUCATION IN THE 
FIELD OF MATHEMATICS AND SCIENCES (U.S. CLS. 100, 101 
AND 107). 

FIRST USE 8-28-2000; IN COMMERCE 8-28-2000. 


2,430,272. LEADING AUTHORITIES, INC., WASHINGTON, DC. 
SN 75-499,280. PUB. 7-27-1999, FILED 6-10-1998. 


SPEAKERSDIRECT 


FOR EDUCATIONAL AND ENTERTAINMENT SERVICES, 
NAMELY ARRANGING FOR SPEAKERS ON A WIDE ARRAY 
OF EDUCATIONAL, ENTERTAINING AND MOTIVATIONAL 
SUBJECTS (U.S. CLS. 100, 101 AND 107). 

FIRST USE 12-0-1999; IN COMMERCE 12-0-1999. 


2,430,276. TUCKER, CHRISTOPHER, CLARKSTON, GA. SN 
75-508,491. PUB. 6-22-1999, FILED 6-25-1998. 


CHRIS TUCKER’S COMEDY 
CAFE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“COMEDY CAFE", APART FROM THE MARK AS SHOWN. 

THE NAME SHOWN IN THE MARK ON THE DRAWING IS 
THE NAME OF APPLICANT WHOSE CONSENT TO ITS USE 
AND REGISTRATION IS PRESUMED. 

FOR ENTERTAINMENT SERVICES, NAMELY, LIVE COMEDY 
PERFORMANCES (U.S. CLS. 100, 101 AND 107). 

FIRST USE 10-1-1998; IN COMMERCE 10-1-1998. 
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2,430,282. BRISTOL-MYERS SQUIBB COMPANY, NEW YORK, 
NY. SN 75-515,981. PUB. 1-26-1999, FILED 7-13-1998. 


FOR EDUCATIONAL SERVICES, NAMELY, CONDUCTING 
SEMINARS AND WORKSHOPS FOR THE PURPOSE OBTAIN- 
ING DIVERSITY AMONG BUSINESS SUPPLIERS AS TO RACE, 


GENDER, ENTITY SIZE, ETC. (U.S. CLS. 100, 101 AND 107). 
FIRST USE 3-0-1998; IN COMMERCE 3-0-1998. 














2,430,289. TIME WARNER ENTERTAINMENT COMPANY, L.P., 
NEW YORK, NY. SN 75-527,339. PUB. 7-6-1999, FILED 
7-29-1998. 


CRUSADE 


FOR ENTERTAINMENT SERVICES IN THE NATURE OF 
LIVE-ACTION, COMEDY, DRAMA AND/OR ANIMATED TELE- 
VISION PROGRAM AND PRODUCTION OF LIVE-ACTION 
COMEDY, ACTION AND/OR ANIMATED MOTION PICTURE 
FILMS FOR TELEVISION; THEATRICAL PERFORMANCES 
BOTH ANIMATED AND LIVE ACTION (U.S. CLS. 100, 101 AND 
107) 

FIRST USE 6-9-1999; IN COMMERCE 6-9-1999. 


2,430,299. NBC FOURTH REALTY CORP., NORTH LAS VEGAS, 
NV. SN 75-542,810. PUB. 12-7-1999, FILED 8-26-1998. 


T.J. MAXX 


OWNER OF U.S. REG. NOS. 1,199,126, 1,871,415, AND OTH- 
ERS. 

THE NAME “‘T.J. MAXX’’ DOES NOT IDENTIFY A LIVING 
INDIVIDUAL. 

FOR ENTERTAINMENT SERVICES, NAMELY STAGING AND 
CONDUCTING FIESTAS, MUSICAL EVENTS WITH LIVE PER- 
FORMANCES, CIRCUSES, PARADES, CHILDREN’S EVENTS, 
PARENT'S EVENTS, FESTIVALS, ATHLETIC EVENTS WITH IN- 
DIVIDUAL AND TEAM PARTICIPATIONS, COMEDY EVENTS, 
FASHION EVENTS, OTHER PERFORMING ARTS EVENTS 
WITH INDIVIDUALS AND GROUPS (U.S. CLS. 100, 101 AND 
107). 

FIRST USE 9-0-1990; IN COMMERCE 9-0-1990. 
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2,430,335. OLMSTED, JAMES W., DES MOINES, IA. SN 
75-608,495. PUB. 12-7-1999, FILED 12-21-1998. 


Scar-ge Stigma 


FOR PUBLICATION OF BOOKS (U.S. CLS. 100, 101 AND 
107). 
FIRST USE 5—1—2000; IN COMMERCE 5-1-2000. 


2,430,374. JOHNSON, BILL R., GRANITE FALLS, NC. SN 
75-640,549. PUB. 12-14-1999, FILED 2-12-1999. 


PGF MUNI TOUR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**MUNI TOUR”’, APART FROM THE MARK AS SHOWN 

FOR GOLF TOURNAMENTS (ENTERTAINMENT IN THE NA- 
TURE OF) (U.S. CLS. 100, 101 AND 107). 

FIRST USE 2-28-1998; IN COMMERCE 2-28-1999. 


2,430,393. BARLOK, TODD, IRVINE, CA. SN 75-656,920. PUB. 
11-16-1999, FILED 3-9-1999. 


SCOUTU 


FOR PROVIDING INFORMATION OF INTEREST TO ATH- 
LETIC SCOUTS VIA A GLOBAL COMPUTER NETWORK (U.S. 
CLS. 100, 101 AND 107). 

FIRST USE 1-5-1999; IN COMMERCE 3-15-1999. 


2,430,399. RIVER CITY SOCCER, L.L.C., ST. LOUIS, MO. SN 
75-660,934. PUB. 12-21-1999, FILED 3-15-1999. 


ST. LOUIS STEAMERS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**ST. LOUIS"’, APART FROM THE MARK AS SHOWN. 

FOR ENTERTAINMENT IN THE NATURE OF CONDUCTING 
INDOOR SOCCER EXHIBITIONS (U.S. CLS. 100, 101 AND 107). 

FIRST USE 8-3-1999; IN COMMERCE 8-3-1999. 
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2,430,400. GOCAMPUS, INC.. PALO ALTO, CA, BY CHANGE 
OF NAME; BY CHANGE OF NAME CUMMINGS, BURT, 
MENLO PARK, CA. SN 75-661,185. PUB. 10-26-1999, FILED 
3-16-1999 


GOCAMPUS 


FOR INFORMATION SERVICES, NAMELY, PROVIDING ON- 
LINE INFORMATION REGARDING HIGHER EDUCATION BY 
MEANS OF A GLOBAL COMPUTER NETWORK (U.S. CLS. 100, 
101 AND 107). 

FIRST USE 10--1-1999; IN COMMERCE 10-11-1999 


2,430,411. AMERICAN COLLEGE OF RHEUMATOLOGY, AT- 
LANTA, GA. SN_ 75-669,722. PUB. 12-21-1999, FILED 
3-29-1999 


HIGH IMPACT 
RHEUMATOLOGY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**RHEUMATOLOGY"’, APART FROM THE MARK AS SHOWN. 

FOR EDUCATIONAL SERVICES, NAMELY, CONDUCTING 
TRAINING AND EXAMINATION PROGRAMS, SEMINARS AND 
SYMPOSIUMS IN THE FIELD OF RHEUMATOLOGIC DISEASE 
(U.S. CLS. 100, 101 AND 107). 

FIRST USE 5-15-1999; IN COMMERCE 5-15-1999. 


2.430.413. OWCZARCZYK, DAVID J.. HAMBURG, NY. SN 
75-670,734. PUB. 12-14-1999, FILED 3-31-1999. 


CYBERSPOKES 


FOR PROVIDING A WEB SITE FOR MOTORCYCLE ENTHU- 
SIASTS FEATURING INFORMATION ABOUT MOTORCYCLING 
(U.S. CLS. 100, 101 AND 107). 

FIRST USE 3-20-1999; IN COMMERCE 3-26-1999. 


2,430,496. TREADEPOT.COM, LLC, COLLEGE PARK, GA. SN 
75-822 ,026. PUB. 6-13-2000, FILED 10-13-1999 


TREADEPOT.COM 


FOR TELEPHONE SHOP-AT-HOME SERVICES IN THE FIELD 
OF TIRES, WHEELS AND AUTOMOBILE ACCESSORIES (U.S. 
CLS. 100, 101 AND 107). 

FIRST USE 1-1-2000; INCOMMERCE 1-25-2000. 
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2,430,178. VERGATO, MICHAEL E., GUILFORD, CT. SN 
75-243,348. PUB. 11-17-1998, FILED 2-18-1997 


EARTH DAY CAFE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
““CAFE”’, APART FROM THE MARK AS SHOWN. 

FOR RESTAURANT SERVICES CARRIED OUT IN A THEME 
RESTAURANT HAVING A NATURE THEME (U.S. CLS. 100 
AND 101) 

FIRST USE 8-4-2000; IN COMMERCE 8-4-2000 


2,430,216. TBA2 ASSOCIATES, PLLC, CHARLOTTE, NC. SN 
75-394,207. PUB. 12-8-1998, FILED 11-21-1997. 


PANTECTA 


FOR FULL SERVICE ARCHITECTURAL SERVICES, NAMELY, 
ARCHITECTURAL DESIGN, ENGINEERING, SITE PLANNING, 
AND PREPARING ENGINEERING DRAWINGS AND SITE 
PLANS FOR OTHERS (U.S. CLS. 100 AND 101). 

FIRST USE 5-5-1999; IN COMMERCE 6-21-1999 


2,430,232. EXTENDED STAY AMERICA, INC., FORT LAUDER- 
DALE, FL. SN 75-443,844. PUB. 12-15-1998, FILED 3-3-1998. 


StudioPLUS 


Deluxe Studios 


OWNER OF U.S. REG. NOS. 1,439,594, 2,116,171, AND OTH- 
ERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*‘DELUXE STUDIOS"’, APART FROM THE MARK AS SHOWN. 

FOR PROVIDING TEMPORARY HOUSING ACCOMMODA- 
TION SERVICES AND HOTEL SERVICES (U.S. CLS. 100 AND 
101). 

FIRST USE 11-00-1997; IN COMMERCE 1 1-0-1997. 


2,430,243. NORBEST, INC., MIDVALE, UT. SN 75-458,842. PUB. 
5-30-2000, FILED 3-30-1998. 


NORBEST 


OWNER OF U.S. REG. NOS. 746,323, 1,736,820, AND OTHERS. 
FOR RESTAURANT SERVICES (U.S. CLS. 100 AND 101). 
FIRST USE 4-0-1998; IN COMMERCE 4-0-1998. 
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2,430,275. ILLUMINA, INC., NEW YORK, NY, BY ASSIGN- 
MENT FEIT, BARBER] PAULL, NEW YORK, NY. SN 
75-504,985. PUB. 11-30-1999, FILED 6-18-1998. 


THE WHITE NOTEBOOK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**“NOTEBOOK”’, APART FROM THE MARK AS SHOWN 

FOR COMPUTER SERVICES, NAMELY, PROVIDING ON-LINE 
BOOKS, NOVELS, SHORT STORIES, ESSAYS AND ARTICLES 
FEATURING WORKS OF FICTION AND NON-FICTION ON A 
VARIETY OF TOPICS (U.S. CLS. 100 AND 101). 

FIRST USE 5-20-1999; IN COMMERCE 5-20-1999. 


2,430,291. HELEN KELLER INTERNATIONAL _ INCOR- 
PORATED, NEW YORK, NY. SN 75-531,291. PUB. 12-21-1999, 
FILED 8-5-1998. 


LOVE AT FIRST SIGHT 


FOR CHARITABLE SERVICES, NAMELY PROVIDING 
EYECARE TO NEEDY CHILDREN (U.S. CLS. 100 AND 101). 
FIRST USE 10-0—1998; IN COMMERCE 120-1998. 


2,430,295. COMITE, STEPHEN, DBA DERMATOLOGY CENTER 
OF NEW YORK, NEW YORK, NY. SN 75-537,040. PUB. 
12-28-1999, FILED 8-17-1998. 


SKINPROVEMENT 


FOR DERMATOLOGICAL AND SKIN CARE SERVICES (U.S. 
CLS. 100 AND 101). 
FIRST USE 3-0-1999; IN COMMERCE 3-0-1999. 


2,430,314. UNIFORM 
LAWRENCEVILLE, NJ. 
FILED 10-7-1998. 


CODE COUNCIL, 
SN 75-566,644. PUB. 


INC., 
11-9-1999, 


GLOBAL LANGUAGE OF 
BUSINESS 


FOR SERVICES OF ADMINISTRATION OF STANDARDS FOR 
AUTOMATED IDENTIFICATION AND ELECTRONIC DATA 
INTERCHANGE TO FACILITATE IDENTIFICATION, AND 
TRACKING OF GOODS IN COMMERCE (U.S. CLS. 100 AND 
101). 

FIRST USE 10-26-1998; IN COMMERCE 10-26-1998. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 42—(Continued). 


2,430,316. INDEPENDENT HEALTH ASSOCIATION, INC., BUF- 
FALO, NY. SN 75-573,397. PUB. 2-8-2000, FILED 10-19-1998. 


TELESOURCE 


FOR PROVIDING MEDICAL INFORMATION BY MEANS OF 
PRERECORDED TELEPHONE MESSAGES; AND PROVIDING 
MEDICAL INFORMATION AND EMERGENCY MEDICAL AS- 
SISTANCE TO OTHERS BY PEDIATRIC NURSES VIA TELE- 
PHONE (U.S. CLS. 100 AND 101). 

FIRST USE 1i-0—1998; IN COMMERCE 1 1-0-1998. 


2,430,319. OUTLOOK POLICY FORUM, INC., ATLANTA, GA. 
SN 75-579,488. PUB. 10-26-1999, FILED 10-29-1998. 


OUTLOOK POLICY FORUM 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“*POLICY FORUM”, APART FROM THE MARK AS SHOWN. 

FOR PROMOTING AWARENESS OF ENVIRONMENTAL, EN- 
ERGY RESOURCE AND ECONOMIC POLICY ISSUES (U.S. CLS. 
100 AND 101). 

FIRST USE 4-21-1999; IN COMMERCE 4-21-1999. 


2,430,363. MIRBEAU HOLDINGS LLC, SKANEATELES, NY, BY 
ASSIGNMENT MIRBEAU HOLDINGS LLC, ROCHESTER, NY. 
SN 75-628,786. PUB. 12-21-1999, FILED 1-27-1999. 


MIRBEAU 


FOR HOTEL, RESTAURANT AND SPA SERVICES (U.S. CLS. 
100 AND 101). 
FIRST USE 5-1-2000; IN COMMERCE 5-1-2000. 


2,430,369. QWEST COMMUNICATIONS INTERNATIONAL 
INC., DENVER, CO, BY MERGER U S WEST, INC., DENVER, 
CO. SN 75-635,266. PUB. 11-30-1999, FILED 24-1999. 


AFTERCARE 


FOR COMPUTER TECHNICAL SUPPORT SERVICES, NAME- 
LY, TROUBLESHOOTING COMPUTER HARDWARE AND TELE- 
COMMUNICATION PROBLEMS THROUGH ON-SITE AND TEL- 
EPHONIC SUPPORT (U.S. CLS. 100 AND 101). 

FIRST USE 1-0-1999; IN COMMERCE 1-0-1999. 


2,430,385. METHODWARE LIMITED, WELLINGTON, NEW 
ZEALAND. SN 75-651,235. PUB. 12-21-1999, FILED 3-2-1999. 


METHODWARE 


FOR COMPUTER SOFTWARE DEVELOPMENT SERVICES; 
COMPUTER SOFTWARE CONSULTING SERVICES (U.S. CLS. 
100 AND 101). 

FIRST USE 3-0-1995; IN COMMERCE 3-0-1995. 
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CLASS 42—(Continued). 


2,430,389. JENSEN, THOMAS L., SAN DIEGO, CA. SN 
75-654,639. PUB. 2-22-2000, FILED 3-5-1999. 


SURF POTATO 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**SURF"’, APART FROM THE MARK AS SHOWN. 

FOR PROVIDING A DIRECTORY OF LINKS FOR THE 
TRANSMISSION OF DATA ON GLOBAL COMPUTER NET- 
WORKS (U.S. CLS. 100 AND 101). 

FIRST USE 9-11-2000; IN COMMERCE 9-11-2000 


2,430,394. ITERUM LLC, SALT LAKE CITY, UT. SN 75-657,581 
PUB. 12-28-1999, FILED 3-10-1999. 


ITERUM 


THE ENGLISH TRANSLATION OF “‘ITERUM” IS *‘AGAIN” 
OR **A SECOND TIME”. 

FOR COMPUTER SOFTWARE DEVELOPMENT FOR OTHERS 
(U.S. CLS. 100 AND 101). 

FIRST USE 2-20-1999; IN COMMERCE 1 1-0-1999. 


2,430,404. VINYARD, PAUL W., FRISCO, TX. SN 75-664,795. 
PUB. 12-21-1999, FILED 3-22-1999 


BUBBACITO’S TACO*RAMA 


FOR RESTAURANT SERVICES (U.S. CLS. 100 AND 101). 
FIRST USE 7-1-1999; IN COMMERCE 7-1-1999. 


2,430,444. PANDA MANAGEMENT COMPANY, INC., SOUTH 
PASADENA, CA. SN 75-708,834. PUB. 12-14-1999, FILED 
5-17-1999. 


» 
PANDA 


OWNER OF U.S. REG. NOS. 1,477,152, 1,709,012, AND OTH- 


ERS. 
FOR RESTAURANT SERVICES (U.S. CLS. 100 AND 101). 
FIRST USE 11-10-1999; IN COMMERCE 11-10-1999. 


OFFICIAL GAZETTE 


FEB 20, 2001 


CLASS 42—(Continued). 


2,430,458. BEAR, PATRICIA, SCOTTSDALE, AZ. SN 75-723,035. 
PUB. 12-21-1999, FILED 6-7-1999. 


I-OLOGY 


FOR COMPUTERS CONSULTATION; COMPUTER SERVICES, 
NAMELY, CREATING AND MAINTAINING WEB SITES FOR 
OTHERS; DESIGNING AND IMPLEMENTING WEB SITE FOR 
OTHERS, HOSTING THE WEB SITES OF OTHERS ON A COM- 
PUTER SERVER FOR A GLOBAL COMPUTER NETWORK (U.S. 
CLS. 100 AND 101). 

FIRST USE 5-1-1999; IN COMMERCE 9-1~1999. 


2,430,462. SHAW PRODUCTIONS, INC., ALPHARETTA, GA, BY 
CHANGE OF NAME ETHICAD.COM, INC., ALPHARETTA, 
GA. SN 75-726,777. PUB. 12-21-1999, FILED 6-11-1999. 


ETHICAD 


FOR PROVIDING HEALTHCARE AND OTHER CONSUMER 
INFORMATION TO OTHERS VIA THE WORLD WIDE WEB 
(U.S. CLS. 100 AND 101). 

FIRST USE 8-14-2000; IN COMMERCE 8-14-2000. 


2,430,471. UNIVERSAL CITY STUDIOS, INC., UNIVERSAL 
CITY, CA. SN 75-738,200. PUB. 1-11-2000, FILED 6-28-1999. 


DELFINO RIVIERA 


THE ENGLISH TRANSLATION OF ‘‘DELFINO”’’ IN THE 
MARK IS ‘“‘DOLPHIN’’, AND THE ENGLISH TRANSLATION 
OF *“*RIVIERA’’ IN THE MARK IS **COAST”’. 

FOR RESTAURANT SERVICES (U.S. CLS. 100 AND 101). 

FIRST USE 9-10-1999; IN COMMERCE 9-10-1999. 


2,430,476. NGUYEN, TAN VAN, SAN DIEGO, CA. SN 
75—751,211. PUB. 2-15-2000, FILED 6-28-1999. 


RICEJONES 


FOR RESTAURANT SERVICES (U.S. CLS. 100 AND 101). 
FIRST USE 2-15-2000; IN COMMERCE 4-25-2000. 
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CLASS 42—(Continued). 


2,430,477. BIOSCIENCES CORPORATION, ROCKVILLE, MD. 
SN 75-761,178. PUB. 1-18-2000, FILED 7-23-1999. 


EXPERTNOW 


FOR CONSULTATION SERVICES, NAMELY, LOCATING EX- 
PERTS IN THE LIFE SCIENCES FOR CLIENTS SEEKING EX- 
PERT ASSISTANCE WITH RESEARCH, PRODUCT DEVELOP- 
MENT AND COMMERCIALIZATION (U.S. CLS. 100 AND 101). 

FIRST USE 11-17-1999; IN COMMERCE 11-17-1999. 
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SUPPLEMENTAL REGISTER 
These registrations are not subject to opposition. 


SECTION 1.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification 
and are not an official part of the international classification. The full names of international classes are given in section 6.1 of 


the trademark rules of practice. 


The designation **U.S. Cl."’ appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than 
the international class which applies to applications filed on or after that date. For adoption of international classification see 
notice in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


Application in more than one class 


2,430,527. TEMO SUNROOMS, INC., DBA FORMERLY TEMO. 
INC., CLINTON TOWNSHIP, MI. SN75-606,186. FILED P.R. 
12-11-1998; AM. S.R. 12-16-1999. 


SUNROOMS OF AMERICA 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**SUNROOMS”’, APART FROM THE MARK AS SHOWN. 


CLASS 6—METAL GOODS 


FOR KITS CONSISTING OF PRE-MANUFACTURED RESIDEN- 
TIAL ROOM ADDITIONS MADE PRIMARILY OF METAL, 
NAMELY, PRE-MANUFACTURED SUNROOMS, SOLARIUM EN- 
CLOSURES AND SCREENED ROOMS (U.S. CLS. 2, 12, 13, 14, 
23, 25 AND 50). 

FIRST USE 0-0-1996; IN COMMERCE 0-0-1996. 


CLASS 19—NON-METALLIC BUILDING 
MATERIALS 


FOR KITS CONSISTING OF PRE-MANUFACTURED RESIDEN- 
TIAL ROOM ADDITIONS MADE PRIMARILY OF NON-METAL 
MATERIALS, NAMELY, PRE-MAUFACTURED SUNROOMS, SO- 
LARIUM ENCLOSURES AND SCREENED ROOMS (U.S. CLS. 
1, 12, 33 AND 50). 

FIRST USE 0-0-1996, IN COMMERCE 0-0-1996. 


TM 380 


2,430,530. GENERAL MAGIC, INC., SUNNYVALE, CA. 
SN75-642,430. FILED P.R. 2-17-1999; AM. S.R. 2-22-2000. 


THE VIRTUAL ASSISTANT 
THAT DOES VIRTUALLY 
EVERYTHING 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“VIRTUAL ASSISTANT’’, APART FROM THE MARK AS 
SHOWN 


CLASS 35—ADVERTISING AND BUSINESS 


FOR PROVIDING THE FACILITATION OF ELECTRONIC 
COMMERCE TRANSACTIONS OVER A GLOBAL COMMUNICA- 
TIONS NETWORK (U.S. CLS. 100, 101 AND 102). 

FIRST USE 9-23-1998; IN COMMERCE 9-23-1998. 


CLASS 38—COMMUNICATION 


FOR VOICE AND WEB-ACCESSIBLE COMMUNICATION 
AND INFORMATION MANAGEMENT SERVICES, PROVIDING 
VOICE AND DATA COMMUNICATIONS MANAGEMENT, CALL 
PROCESSING; INTELLIGENT MESSAGING; PERSONAL AND 
BUSINESS INFORMATION MANAGEMENT (U.S. CLS. 100, 101 
AND 104). 

FIRST USE 9-23-1998; IN COMMERCE 9-23-1998. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR NEWS AND INFORMATION RETRIEVAL AND DELIV- 
ERY SERVICES (U.S. CLS. 100 AND 101). 
FIRST USE 9-23-1998; IN COMMERCE 9-23-1998. 





FEB 20, 2001 


2,430,533. CHINA SHOPPING NETWORK (CSN), KENTFIELD, 
CA. SN75-645,913. FILED 2-19-1999. 


CHINA SHOPPING 
NETWORK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“SHOPPING NETWORK", APART FROM THE MARK AS 
SHOWN. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR DIRECT MAIL ADVERTISING AND TELEMARKETING 
OF CONSUMER PRODUCTS AND SERVICES; PRINT CATA- 
LOGS, ELECTRONIC MAIL ORDER AND CATALOG SERVICES 
FEATURING COSMETICS, EDUCATIONAL PRODUCTS, JEW- 
ELRY, FITNESS PRODUCTS, HOUSEHOLD PRODUCTS, PER- 
SONAL CARE PRODUCTS, AND RECREATIONAL PRODUCTS; 
LICENSING TELEVISION PROGRAMS TO BROADCAST AND 
CABLE TELEVISION OPERATORS, AND ON-LINE ORDERING 
SERVICES FEATURING COSMETICS, EDUCATIONAL PROD- 
UCTS, JEWELRY, FITNESS PRODUCTS, HOUSEHOLD PROD- 
UCTS, PERSONAL CARE PRODUCTS, AND RECREATIONAL 
PRODUCTS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 4-0-1997, IN COMMERCE 8-0-1997 


CLASS 38—COMMUNICATION 


FOR CABLE TELEVISION TRANSMISSION AND BROAD- 
CASTING OF SHOWS FEATURING CONSUMER MERCHAN- 
DISE AND CONSUMER SERVICES (U.S. CLS. 100, 101 AND 
104). 

FIRST USE 4-0-1997; IN COMMERCE 8-0-1997 


2,430,549. ASSOCIATION SERVICES OF AMERICA, _INC., 
FREDERICK, MD. SN75-804,047. FILED P.R. 9-21-1999; AM. 
S.R. 12-12-2000. 


WORLD TRAVELERS OF 
AMERICA 


CLASS 35—ADVERTISING AND BUSINESS 


FOR ARRANGING ASSOCIATION AND EMPLOYEE BENE- 
FITS PROGRAMS AND DISCOUNTS WITH PARTICIPATING 
VENDORS, NAMELY ON TRAVEL SERVICES, AIRFARE, 
LODGING, PRODUCTS, DINING, CAR RENTAL, ENTERTAIN- 
MENT, TELEPHONE, TRAVEL ASSISTANCE SERVICES, SUB- 
SCRIPTIONS TO TRAVEL MAGAZINES AND OTHER PUBLICA- 
TIONS; ARRANGING FOR CREDIT CARDS AND OTHER FI- 
NANCIAL PRODUCTS INSURANCE SERVICES WITH PARTICI- 
PATING VENDORS (U.S. CLS. 100, 101 AND 102) 

FIRST USE 2-22-1999; IN COMMERCE 2-22-1999 


CLASS 36—INSURANCE AND FINANCIAL 


FOR DEVELOPMENT AND ADMINISTRATION OF ASSOCIA- 
TION AND MEMBER BENEFITS PROGRAM (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 4-15-1999; IN COMMERCE 4-15-1999. 


U.S. PATENT AND TRADEMARK OFFICE 


TM 381 


2,430,551. INTERNATIONAL SOCIETY FOR CHILD AND PLAY 
THERAPY - PLAY THERAPY INTERNATIONAL, THE, 
NEPEAN (OTTAWA), ONTARIO, CANADA. SN75-812,225. 
FILED P.R. 9-30-1999; AM. S.R. 9-18-2000. 


PLAY THERAPY 
INTERNATIONAL THE 
INTERNATIONAL SOCIETY 
FOR CHILD AND PLAY 
THERAPY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“PLAY THERAPY” AND “‘THE SOCIETY FOR CHILD AND 
PLAY THERAPY’’, APART FROM THE MARK AS SHOWN. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PUBLICATIONS AND PERIODICALS, NAMELY, NEWS- 
LETTERS IN THE FIELD OF CHILD AND HUMAN DEVELOP- 
MENT AND CHILD PLAY THERAPY (U.S. CLS. 2, 5, 22, 23, 
29, 37, 38 AND 50). 

FIRST USE 3-11-1996; IN COMMERCE 3-11-1996. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL SERVICES, NAMELY, CONDUCTING 
WORKSHOPS, SEMINARS AND TRAINING SESSIONS IN THE 
FIELD OF CHILD PLAY THERAPY, AND DISTRIBUTING 
COURSE MATERIALS IN CONJUNCTION THEREWITH (U.S. 
CLS. 100, 101 AND 107). 

FIRST USE 3-11-1996; IN COMMERCE 3-11-1996. 


2,430,556. STOCKGROUP.COM, LTD., SAN FRANCISCO, CA. 
SN75-822,625. FILED P.R. 10-13-1999; AM. S.R. 9-8-2000. 


SMALLCAPCENTER.COM 


CLASS 35—ADVERTISING AND BUSINESS 


FOR BUSINESS MARKETING CONSULTING SERVICES; 
PLACING ADVERTISEMENTS FOR OTHERS VIA A GLOBAL 
COMPUTER NETWORK; PREPARING BUSINESS REPORTS TO 
TRACK INQUIRIES AND USE OF WEB SITES FOR OTHERS 
VIA A GLOBAL COMPUTER NETWORK (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 9-20-1999; IN COMMERCE 9-20-1999. 


CLASS 36—INSURANCE AND FINANCIAL 


FOR FINANCIAL ANALYSIS AND CONSULTATION SERV- 
ICES; PROVIDING FINANCIAL INFORMATION, FINANCIAL 
NEWS AND FINANCIAL REPORTS AND ANALYSIS TO INVES- 
TORS VIA A GLOBAL COMPUTER NETWORK (U.S. CLS. 100, 
101 AND 102). 

FIRST USE 9-20-1999; IN COMMERCE 9-20-1999. 
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2,430,557. STOCKGROUP.COM, LTD., SAN FRANCISCO, CA 
SN75-822,626. FILED P.R. 10-13-1999; AM. S.R. 9-8-2000. 


smalleapcenier-com 


CLASS 35—ADVERTISING AND BUSINESS 


FOR BUSINESS MARKETING CONSULTING SERVICES; 
PLACING ADVERTISEMENTS FOR OTHERS VIA A GLOBAL 
COMPUTER NETWORK: PREPARING BUSINESS REPORTS TO 
TRACK INQUIRIES AND USE OF WEB SITES FOR OTHERS 
VIA A GLOBAL COMPUTER NETWORK (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 9-20-1999; IN COMMERCE 9-20-1999. 


CLASS 36—INSURANCE AND FINANCIAL 


FOR FINANCIAL ANALYSIS AND CONSULTATION SERV- 
ICES; PROVIDING FINANCIAL INFORMATION, FINANCIAL 
NEWS AND FINANCIAL REPORTS AND ANALYSIS TO INVES- 
TORS VIA A GLOBAL COMPUTER NETWORK (U.S. CLS. 100, 
101 AND 102). 

FIRST USE 9-20-1999; IN COMMERCE 9-20-1999. 


2,430,568. EXPERIENCE BASED LEARNING, INC, ROCKFORD, 
IL. SN75-849.478. FILED P.R. 11-12-1999; AM. SR. 
11-15-2000. 


EXPERIENCE BASED 


LEARNING 
CLASS 35—ADVERTISING AND BUSINESS 


FOR BUSINESS CONSULTING SERVICES, IN THE FIELD OF 
EMPLOYEE EXPERIENTIAL EDUCATION (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 6-2-1997; IN COMMERCE 6-2-1997. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EMPLOYEE TRAINING IN THE FIELD OF EMPLOYEE 
EXPERIENTIAL EDUCATION OFFERED BY MEANS OF CLASS- 
ES AND SEMINARS (U.S. CLS. 100, 101 AND 107). 

FIRST USE 6-2-1997; IN COMMERCE 6-2-1997. 


OFFICIAL GAZETTE 
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2,430,570. INTER-CITY TIRE & AUTO CENTER, INC, ELIZA- 
BETH, NJ. SN75-863.403. FILED P.R. 12-3-1999; AM. S.R. 
12-S-2000 


1-800-TIRE BUYS 


OWNER OF U.S. REG. NO. 2,387,965. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR WHOLESALE AND RETAIL STORE SERVICES FEA- 
TURING AUTOMOTIVE PARTS AND ACCESSORIES (U.S. CLS. 
100, 101 AND 102). 

FIRST USE 3-1-2000; IN COMMERCE 3-1-2000. 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR AUTOMOTIVE REPAIR SERVICES (U.S. CLS. 100, 103 
AND 106). 
FIRST USE 3-1-2000; IN COMMERCE 3-1-2000. 


2,430,571. DESSEAUX, GUY, 
SN75-877,161. FILED P.R. 


1380 OHAIN, BELGIUM. 
12-21-1999; AM. S.R. 6-27-2000. 


BELGIUM’S BEST 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**BELGIUM’S”’, APART FROM THE MARK AS SHOWN. 


CLASS 30—STAPLE FOODS 


FOR CHOCOLATE; CONFECTIONS, NAMELY, CANDY AND 
CANDY MINTS (U.S. CL. 46). 
FIRST USE 7-1-1988; IN COMMERCE 1-29-1997. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR COMPUTERIZED ONLINE RETAIL SERVICES IN THE 
FIELD OF CHOCOLATE AND CONFECTIONARIES (U.S. CLS. 
100, 101 AND 102). 

FIRST USE 7-1-1988; IN COMMERCE 1-29-1997. 
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SECTION 2.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification 
and are not an official part of the international classification. The full names of international classes are given in section 6.1 of 


the trademark rules of practice. 


The designation **U.S. Cl."’ appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than 
the international class which applies to applications filed on or after that date. For adoption of international classification see 
notice in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


Application in one class 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


2,430,542. MAJZLER, GIANNA, FOUNTAIN VALLEY, CA. 
SN75-—705,797. FILED P.R. 5-13-1999; AM. S.R. 9-27-2000 


THE MARK CONSISTS OF THE CONFIGURATION OF THE 
GOODS. 

FOR SKIN SOAP (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 1-3-1999; IN COMMERCE 1-3-1999. 


2,430,560. MAYFAIR PETROLEUM, 
SN75-827,727. FILED P.R. 


INC., WINNSBORO, TX. 
10-21-1999; AM. S.R. 9-26-2000. 


OLIVESOAP 


FOR PERSONAL SOAP MADE IN PART FROM OLIVES (U.S. 
CLS. 1, 4, 6, 50, 51 AND 52). 
FIRST USE 1-20-2000; IN COMMERCE 1-20-2000. 


2,430,563. SMITHKLINE BEECHAM CORPORATION, PHILA- 
DELPHIA, PA. SN75-834,662. FILED P.R. 10-29-1999; AM. 
S.R. 9-19-2000. 


EXTRA FRESH 


OWNER OF U.S. REG. NO. 1,632,023. 

FOR ORAL CARE PREPARATIONS, NAMELY, NON-MEDI- 
CATED TABLETS AND LOZENGES (U.S. CLS. 1, 4, 6, 50, 51 
AND 52). 

FIRST USE 4-3-2000; IN COMMERCE 4-3-2000. 


CLASS 5—PHARMACEUTICALS 


2,430,509. MUSSO, TONY F., JUPITER, FL. SN75-361,071. 
FILED P.R. 9-22-1997; AM. S.R. 8-5-1999. 


NUTRITION SUPERSTORES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**SUPERSTORES”’, APART FROM THE MARK AS SHOWN. 

FOR DIETARY SUPPLEMENTS, VITAMINS AND MINERALS 
AND APPETITE SUPPRESSANTS (U.S. CLS. 6, 18, 44, 46, 51 
AND 52). 

FIRST USE 11-0-1997; IN COMMERCE 11-00-1997. 


CLASS 6—METAL GOODS 


2,430,539. ZALUSKY, DONNA, WASHINGTON, DC. 
SN75-684,384. FILED P.R. 4-15-1999; AM. S.R. 9-28-2000. 


TWIST °N’ CURL 


FOR HAND-OPERATED WIREWORKING TOOL FOR USE IN 
JEWELRY DESIGN (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50). 
FIRST USE 3-23-1998; IN COMMERCE 3-23-1998. 


2,430,547. SPALDING SPORTS WORLDWIDE, INC., CHICOPEE, 
MA. SN75-794,111. FILED P.R. 9-7-1999; AM. S.R. 9-18-2000. 


Lien Mogan 


THE NAME “*BEN HOGAN” IDENTIFIES A DECEASED INDI- 
VIDUAL. 

FOR SCULPTURES MADE OF NON-PRECIOUS METALS (U.S. 
CLS. 2, 12, 13, 14, 23, 25 AND 50). 

FIRST USE 1-26-1999; IN COMMERCE 1-26-1999. 
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CLASS 6—({Continued). 


2,430,580. UNIVERSAL TUBULAR SYSTEMS, 
FIELD, OH. SN75-—925,145. FILED P.R. 
8-29-2000. 


INC., 
2-8-2000; 


MANS- 
AM. S.R. 


DOUBLE BEAD 


FOR METAL TUBING, METAL TUBE FITTINGS AND METAL 
COUPLINGS (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50) 
FIRST USE 6-26-2000; IN COMMERCE 6-26-2000 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


2,430,508. PRUFTECHNIK DIETER BUSCH AG, D-85730, 
ISMANING, FED REP GERMANY. SN75-342,805. FILED P.R. 
8-18-1997; AM. S.R. 9-19-2000. 


SHAFTALIGN 


OWNER OF ERPN CMNTY TM OFC REG. NO. 000470005, 
DATED 5-11-1999, EXPIRES 5-11-2009. 

FOR LASER OPTICAL MEASURING DEVICE FOR THE DE- 
TERMINATION OF THE ALIGNMENT CONDITION OF TWO 
COAXIALLY COUPLED MACHINERY SHAFTS (U.S. CLS. 21, 
23, 26, 36 AND 38). 


2,430,511. 3D0 COMPANY, THE, REDWOOD CITY, CA. 
SN75-414,942. FILED P.R. 1-7-1998; AM. S.R. 2-15-2000. 


GameUpdate 


FOR COMPUTER SOFTWARE FOR USE IN AUTOMATI- 
CALLY CHECKING A USER'S VERSION OF A PARTICULAR 
SOFTWARE PACKAGE OR PROGRAM CURRENTLY _IN- 
STALLED ON A COMPUTER WITH VERSIONS ON CLIENT'S 
SERVER AND FOR FACILITATING INTERACTIVE INSTALLA- 
TION OF THE LATEST SOFTWARE VIA A GLOBAL COM- 
PUTER NETWORK, INTERACTIVE MULTIMEDIA COMPUTER 
GAME PROGRAMS; VIDEO GAME SOFTWARE; VIDEO GAME 
DISCS; COMPUTER GAME PROGRAMS RECORDED ON MAG- 
NETIC, ELECTRONIC, DIGITAL OR OPTICAL MEDIA; AND 
USER MANUALS SOLD AS A UNIT (U.S. CLS. 21, 23, 26, 36 
AND 38). 

FIRST USE 4-29-1998; IN COMMERCE 4-29-1998 


2,430,513. ADE CORPORATION, WESTWOOD, 
SN75-457,540. FILED P.R. 3-26-1998; AM. S.R. 9-6-2000. 


DEVICE TOOLBOX 


FOR COMPUTER SOFTWARE USED TO PROVIDE CENTRAL 
RECIPE STORAGE AND TO CREATE, EDIT, AND SAVE RECIPE 
FILES REGARDING SEMICONDUCTOR WAFER DATA AND TO 
MANAGE MULTIPLE MACHINE CONFIGURATIONS (U.S. CLS. 
21, 23, 26, 36 AND 38). 

FIRST USE 11-0-1999; IN COMMERCE 11-00-1999. 
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CLASS 9—(Continued). 


2,430,550. MICRONET TECHNOLOGY, INC., IRVINE, CA. 
SN75-805,007. FILED P.R. 10-12-1999; AM. S.R. 11-24-2000. 


SANCUBE 


FOR DATA STORAGE COMPUTER HARD DISK DRIVES FOR 
INTERCONNECTIVITY WITH A NETWORK OF ONE OR MORE 
COMPUTERS AND COMPUTER PROGRAMS (U.S. CLS. 21, 23, 
26, 36 AND 38). 

FIRST USE 1-5-2000; IN COMMERCE 1-5-2000. 


2,430,554. COMMERCEROUTE, INC., EMERYVILLE, CA, BY 
CHANGE OF NAME DIDSOFT SYSTEMS INCORPORATED, 
EMERYVILLE, CA. SN75-817,476. FILED P.R. 10-7-1999; AM. 
S.R. 11-30-2000. 


WEB WORKFLOW 


FOR COMPUTER SOFTWARE TO DESIGN BUSINESS AND 
INFORMATION TECHNOLOGY INFRASTRUCTURE PROC- 
ESSES, PROVIDE ANALYTICAL AND REPORTING CAPABILI- 
TIES ASSOCIATED WITH BOTH BUSINESS AND INFRASTRUC- 
TURE, NAMELY, PROCESS PERFORMANCE, STATUS, AND 
COMPARATIVE ANALYSIS, AND FOR USE IN ESTABLISHING 
ELECTRONIC DOCUMENT EXCHANGE CAPABILITIES BE- 
TWEEN DISPARATE SYSTEMS IN THE FIELD OF BUSINESS 
AUTOMATION AND INTEGRATING INFORMATION TECH- 
NOLOGY INFRASTRUCTURE (U.S. CLS. 21, 23, 26, 36 AND 
38). 

FIRST USE 7-31-1999, IN COMMERCE 7-31-1999. 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


2,430,514. CUSTOM AIR PLENUMS, LLC, MORRISTONW, IN, 
BY ASSIGNMENT CUSTOM AIR-PLENUMS, INC., MORRIS- 
TOWN, TN. SN75-462,525. FILED P.R. 4-6-1998; AM. S.R. 
10-20-2000. 


CUSTOM AIR-PLENUMS 


FOR AIR CONDITIONING UNITS; AND AIR HEATING AND 
COOLING UNITS, NAMELY, HEAT PUMPS AND AIR CONDI- 
TIONERS FOR COMMERCIAL AND INDUSTRIAL USE (USS. 
CLS. 13, 21, 23, 31 AND 34). 

FIRST USE 5-27-2000; IN COMMERCE 5-27-2000 


2,430,528. BRICKLEY, JAMES  L., ANACONDA, 
SN75-627,037. FILED P.R. 1-26-1999; AM. S.R. 9-6-2000. 


MT. 


INDOOR AIR TECHNOLOGY 


FOR AIR PURIFYING AND STERILIZING UNITS FOR RESI- 
DENTIAL, COMMERCIAL AND INDUSTRIAL USE (U.S. CLS. 
13, 21, 23, 31 AND 34). 

FIRST USE 10-0-1999; IN COMMERCE 10-0-1999. 
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CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


2,430,507. INTERNATIONAL ASSOCIATION OF PERSONNEL 
IN EMPLOYMENT SECURITY INCORPORATED, FRANK- 
FORT, KY. SN75-198,924. FILED P.R. 11-15-1996; AM. S.R. 
2-16-2000. 


WORKFORCE 


FOR TRADE JOURNAL MAGAZINES FOCUSING ON EM- 
PLOYMENT ISSUES (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 

FIRST USE 3-0-1992; IN COMMERCE 3-0-1992. 


2,430,516. NAGI, PATRICK, EASTPORT, MI. AND NAGI, ANN, 
EASTPORT, MI. SN75-5S06,908. FILED P.R. 6-22-1998; AM. 
S.R. 9-22-2000. 


CAMP FAMILY 


FOR ACTIVITY BOOKS TO CATEGORIZE AND STRUCTURE 
ACTIVITIES FOR FAMILY MEMBERS AT A FAMILY CAMP 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 4-0-1998; IN COMMERCE 4-0-1998 


2,430,546. LONESTAR PRE-PAID, INC., DBA AMERICAN PRE- 
PAID SERVICES, FT. WORTH, TX. SN75-786,241. FILED P.R. 
8-27-1999; AM. S.R. 11-30-2000. 


1/2 A NICKEL 


FOR PRE-PAID TELEPHONE CALLING CARDS, NOT MAG- 
NETICALLY ENCODED (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 

FIRST USE 8-6-1999; IN COMMERCE 8-6-1999 


2.430.559. SG COWEN SECURITIES CORPORATION, NEW 
YORK, NY. SN75-826,642. FILED P.R. 10-19-1999; AM. S.R. 
9-29-2000. 


THE MEDIA MONEY 
MANAGER 


FOR FINANCIAL NEWSLETTERS IN THE FIELD OF BROAD- 
CAST AND FILMED ENTERTAINMENT, AND MEDIA (U.S. CLS. 
2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 7-23-1999; IN COMMERCE 7-23-1999 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 16—(Continued). 


2,430,564. NATIONAL COUNCIL FOR COMMUNITY BEHAV- 
IORAL HEALTHCARE, THE, ROCKVILLE, MD. SN75-834,872. 
FILED P.R. 10-29-1999; AM. S.R. 9-6-2000. 


THE JOURNAL OF 
BEHAVIORAL HEALTH 
SERVICES & RESEARCH 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“\JOURNAL”’, APART FROM THE MARK AS SHOWN. 

FOR MEDICAL JOURNALS PUBLISHED PERIODICALLY (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 9-28-1997, IN COMMERCE 1-0-1998. 


2,430,566. PRIMEDIA MAGAZINES INC., NEW YORK, 
SN75-839,488. FILED P.R. 11-2-1999; AM. S.R. 9-29-2000. 


NY. 


CONNECTICUT WEDDING 


FOR PUBLICATIONS, NAMELY, MAGAZINES IN THE FIELD 
OF INFORMATION REGARDING BRIDES AND WEDDINGS IN 
THE CONNECTICUT AREA (U.S. CLS. 2, 5, 22. 23, 29, 37, 38 
AND 50). 

FIRST USE 3-1-1997, IN COMMERCE 3-1-1997 


2,430,569. MEREDITH CORPORATION, DES MOINES, IA. 
SN75-857,272. FILED P.R. 11-22-1999; AM. S.R. 9-28-2000. 


AGRICULTURE.COM 


FOR PERIODICALLY PUBLISHED MAGAZINE FEATURING 
ARTICLES AND INFORMATION RELATING TO TECHNOLOGY 
AND ELECTRONIC COMMERCE FOR THE AGRICULTURAL IN- 
DUSTRY (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 3-20-2000; IN COMMERCE 3-20-2000. 


2,430,574. INSTITUTIONAL INVESTOR, INC., NEW YORK, NY. 
SN75-899,909. FILED P.R. 1-21-2000; AM. S.R. 10-20-2000. 


THE JOURNAL OF 
INVESTMENT COMPLIANCE 


OWNER OF U.S. REG. NO. 1,760,824. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*-JOURNAL”™, APART FROM THE MARK AS SHOWN. 

FOR FINANCIAL JOURNAL (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). 

FIRST USE 5-31-2000; IN COMMERCE 5-31-2000. 
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CLASS 16—({Continued). 


2,430,576. INTERNET SERVICES CORPORATION, FORT MILL, 
SC. SN75-906,614. FILED P.R. 1-31-2000; AM. S.R. 9-14-2000 


THE BUSINESS OWNER 


FOR MAGAZINES FOR ENTREPRENEURS (U.S. CLS. 2, 5, 
22, 23, 29, 37, 38 AND 50). 
FIRST USE 7-28-2000; IN COMMERCE 7-28-2000 


2,430,582. INTERNET.COM CORPORATION, DARIEN, CT, BY 
MERGER; BY ASSIGNMENT; BY MERGER MECKLERMEDIA 
CORPORATION, WESTPORT, CT. SN75-978,975. FILED P.R. 
9-16-1997; AM. S.R. 9-20-2000. 


DR. WEBSITE 


FOR PRINTED PUBLICATIONS, NAMELY, MAGAZINES RE- 
LATING TO INFORMATION TECHNOLOGIES (U.S. CLS. 2, 5, 
22, 23, 29, 37, 38 AND 50). 

FIRST USE 6-0-1995; IN COMMERCE 6-0-1995. 


CLASS 19—NON-METALLIC BUILDING 
MATERIALS 


2,430,521. GEORGIA-PACIFIC CORPORATION, ATLANTA, GA 
SN75-564,033. FILED P.R. 10-2-1998; AM. S.R. 7-10-2000 


CALIBRATEDCORE 


FOR HARDWOOD PLYWOOD (U.S. CLS. 1, 12, 33 AND 50) 
FIRST USE 4-0-1999; IN COMMERCE 4-0-1999. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


2,430,562. FREDERICKSEAL, 
SN75-833,234. FILED P.R. 


INC... MANCHESTER, NH 
10-27-1999; AM. S.R. 9-20-2000. 


ONE CUBIC FOOT OF 
SEALING POWER 


FOR PLASTIC BOXES USED TO ORGANIZE O-RINGS, QUAD 
RINGS, AND BACK-UP RINGS BY CROSS SECTION IN AS- 
CENDING ORDER BY HOLE SIZE (U.S. CLS. 2, 13, 22, 25, 
32 AND 50). 

FIRST USE 12-31-1997; IN COMMERCE 12-31-1997. 
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CLASS 21—HOUSEWARES AND GLASS 


2,430,526. HARRIET CARTER 
MONTGOMERYVILLE, PA. 
2-2-2000; AM. S.R. 2-2-2000. 


GIFTS, INC., 
SN75-597,601. FILED P.R. 


WINDOW ONE STEP 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“WINDOW”’, APART FROM THE MARK AS SHOWN. 

FOR WINDOW CLEANING DEVICE COMPOSED OF A 
SQUEEGEE AND APPLICATOR SPONGE (U.S. CLS. 2, 13, 23, 
29, 30, 33, 40 AND 50). 

FIRST USE 6-1-1999, IN COMMERCE 6-1-1999. 


CLASS 28—TOYS AND SPORTING GOODS 


2,430,506. GLENNWRIGHT HILLOCK, GEORGETOWN, ON- 
TARIO L7G 2P9, CANADA. SN75-171,685. FILED P.R. 
9-25-1996; AM. S.R. 4-29-1998. 


STIKK 


PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA AP- 
PLICATION NO. 808003, FILED 3-25-1996, REG. NO. 
TMAS15736, DATED 8-30-1999, EXPIRES 8-30-2014. 

FOR HOCKEY STICK WAX SOLD IN THE SHAPE OF A PUCK 
FOR PREVENTING SNOW BUILD-UP (U.S. CLS. 22, 23, 38 AND 
50) 


2,430,540. INDUSTRIES LEADER INC/LEADER INDUSTRIES 
INC., BOUCHERVILLE, QUEBEC, J4B SHI, CANADA. 
SN75-701,315. FILED P.R. 5-10-1999; AM. S.R. 5-9-2000. 


HYDRO FITNESS 


FOR PROTECTIVE EYEWEAR FOR SWIMMING (U.S. CLS 
22, 23, 38 AND 50). 
FIRST USE 2-0-1999, IN COMMERCE 2-0-1999. 


2,430,553. CALLAWAY GOLF COMPANY, CARLSBAD, CA. 
SN75-815,197. FILED P.R. 10-25-1999; AM. S.R. 9-22-2000. 


NUMBER ONE PUTTER IN 
GOLF 


FOR GOLF CLUBS (U.S. CLS. 22, 23. 38 AND 50). 
FIRST USE 1-31-1997; IN COMMERCE 1-31-1997. 
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CLASS 32—LIGHT BEVERAGES 


2,430,552. CAPITAL BREWERY CO., INC., MIDDLETON, WI. 
SN75-814.345. FILED P.R. 10-4-1999: AM. S.R. 8-29-2000. 


SPECIAL PILSNER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**PILSNER”’, APART FROM THE MARK AS SHOWN 

FOR BEER (U.S. CLS. 45, 46 AND 48). 

FIRST USE 5-1-1997; IN COMMERCE 5-1-1997. 


SERVICE MARKS 


CLASS 35—ADVERTISING AND BUSINESS 


2,430,510. WEB SERVICE COMPANY, INC., REDONDO 
BEACH, CA. SN75-400,188. FILED P.R. 12-4-1997; AM. S.R 
3-30-2000 


WEB DOT COM 


FOR DISSEMINATION OF ADVERTISING FOR OTHERS VIA 
AN ON-LINE ELECTRONIC COMMUNICATIONS NETWORK: 
COMPUTERIZED ON-LINE RETAIL SHOPPING SERVICES, FEA- 
TURING ART AND COLLECTIBLES, AUTOMOTIVE PROD- 
UCTS, BOOKS AND MAGAZINES, CLOTHING, COMPUTER 
HARDWARE AND SOFTWARE, CONSUMER ELECTRONICS, 
FOOD AND BEVERAGES, GAMES AND HOBBIES, FLOWERS 
AND GIFTS, HOME AND GARDEN PRODUCTS, VIDEO AND 
MUSIC RECORDINGS, PERSONAL CARE AND BEAUTY PROD- 
UCTS, SPORTING GOODS, HEALTH AND FITNESS PRODUCTS, 
OFFICE EQUIPMENT, AND OFFICE FURNITURE AND SUP- 
PLIES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 6-18-1998, IN COMMERCE 6--18-1998. 


2,430,515. INTERNATIONAL EXPATRIATE CONSULTING, 
INC., MENLO PARK, CA. SN75-493,741. FILED P.R. 6-1-1998; 
AM. S.R. 11~-7-2000 





INTERNATIONAL 


EXPATRIATE 
CONSULTING 





NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“*CONSULTING”’, APART FROM THE MARK AS SHOWN. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 35—(Continued). 


FOR BUSINESS CONSULTING SERVICES RELATED TO 
HUMAN RESOURCES, EMPLOYMENT, IMMIGRATION AND 
EMIGRATION (U.S. CLS. 100, 101 AND 102). 

FIRST USE 9-30-1995; IN COMMERCE 9-30-1995. 


2,430,518. MOST MASSMEDIA, INC., RYE, NY. SN75-537,525. 
FILED P.R. 8-17-1998; AM. S.R. 5-5-2000. 


GARAGESALE.COM 


FOR PROMOTING THE GOODS AND SERVICES OF OTHERS, 
NAMELY, THROUGH CLASSIFIED ADVERTISEMENTS DIS- 
SEMINATED BY AN ON-LINE ELECTRONIC COMMUNICA- 
TIONS NETWORK (U.S. CLS. 100, 101 AND 102). 

FIRST USE 12-0-1997; IN COMMERCE 12-0-1997. 


2,430,520. REDTAGOUTLETCOM, INC., EDEN PRAIRIE, MN, 
BY CHANGE OF NAME TOM’S CYBER WAREHOUSE, INC., 
EDEN PRAIRIE, MN. SN75-563,676. FILED P.R. 10-2-1998; 
AM. S.R. 12-7-1999. 


REDTAG 


FOR ONLINE RETAIL SERVICES OFFERING A VARIETY OF 
GOODS (U.S. CLS. 100, 101 AND 102). 
FIRST USE 11-10-1998; IN COMMERCE 11-10-1998. 


2,430,537. MCCOY, KEITH D., FREMONT, NE, BY ASSIGN- 
MENT LAWRENCE, TOM, PAPILLION, NE. SN75-681,242. 
FILED P.R. 4-13-1999; AM. S.R. 10-46-1999. 


CATFISH MASTERS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
‘*“CATFISH”, APART FROM THE MARK AS SHOWN. 

FOR THE ORGANIZATION AND SPONSORING OF PROFES- 
SIONAL CATFISH TOURNAMENTS (U.S. CLS. 100, 101 AND 
102). 

FIRST USE 6-0-1999; IN COMMERCE 6-0-1999. 


2,430,538. TROXELCORP ENTERPRISES, INC., COCOA, FL. 
SN75-682,503. FILED P.R. 4-14-1999; AM. S.R. 8-24-2000. 


Che Chie 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
‘““ONLINE"’, APART FROM THE MARK AS SHOWN. 
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CLASS 35—{Continued). 


FOR ON-LINE RETAIL SERVICES VIA COMPUTER FEA- 
TURING FUNERAL AND CREMATION SERVICES AND PROD- 
UCTS, NAMELY CASKETS, CREMATION URNS, BURIAL 
VAULTS, BRONZE AND GRANITE GRAVEMARKERS, MEMO- 
RIAL RECORD BOOKS AND FOLDERS (U.S. CLS. 100, 101 AND 
102) 

FIRST USE 11-9-1998; IN COMMERCE 11-9-1998 


2,430,545. PREFERRED LABOR LLC, CHARLOTTE, 
SN75-—744,618. FILED P.R. 7-7-1999; AM. S.R. 5-3-2000. 


NC 


PREFERRED LABOR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**LABOR"’, APART FROM THE MARK AS SHOWN. 

FOR PROVIDING TEMPORARY EMPLOYMENT STAFFING 
SERVICES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 10-1—1998; IN COMMERCE 1-2-1999. 


2,430,548. DOBBS TEMPORARY SERVICES, 
PROSTAFF, MINNEAPOLIS, MN. SN75-—799,21i. 
9-15-1999; AM. S.R. 8-1-2000. 


INC.. DBA 
FILED P.R. 


CLIENT FOCUSED 
TECHNOLOGY 


FOR BUSINESS ACCOUNTING SERVICES, NAMELY, AUDIT- 
ING, TIMEKEEPING AND BILLING MANAGEMENT FOR TEM- 
PORARY EMPLOYEES AND THE ENTITIES USING TEM- 
PORARY EMPLOYEES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 7-18-1999, IN COMMERCE 7-18-1999. 


2,430,572. KRUCKEBERG, FREDERICK L.. AMARILLO, TX. 
SN75-880,079. FILED P.R. 1-4-2000; AM. S.R. 11-22-2000. 


SOMETHING TO EAT.COM 


FOR ON-LINE ORDERING SERVICES USING A GLOBAL IN- 
FORMATION NETWORK FOR ORDERING FOOD ITEMS FROM 
RESTAURANTS AND OTHER EATING ESTABLISHMENTS (U.S. 
CLS. 100, 101 AND 102). 

FIRST USE 8-21-1999; IN COMMERCE 8-21-1999 


CLASS 36—INSURANCE AND FINANCIAL 


2,430,512. IDT CORPORATION, HACKENSACK, 
SN75-446,160. FILED P.R. 3-6-1998; AM. S.R. 8-17-2000. 


NJ. 


COLOMBIANA 


THE ENGLISH TRANSLATION IS A PERSON BORN OR LIV- 
ING IN COLOMBIA. 


OFFICIAL 
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CLASS 36—(Continued). 


FOR PREPAID INTERNATIONAL CALLING CARD AND 
DEBIT CARD SERVICES FOR OFFERING BETTER RATES BE- 
TWEEN THE UNITED STATES AND COLOMBIA (U.S. CLS. 100, 
101 AND 102). 

FIRST USE 1-26-1998; IN COMMERCE 1-26-1998. 


2,430,522. TRANSAMERICA CORPORATION, 
CISCO, CA. SN75--570,034. FILED P.R. 
7-31-2000. 


SAN FRAN- 
10-14-1998; AM. S.R. 


FLOODMAP 


OWNER OF U.S. REG. NOS. 1,481,857 AND 1,488,796. 

FOR REAL ESTATE INFORMATION SERVICES, NAMELY, 
EVALUATION AND RATING OF THE FLOOD HAZARD STA- 
TUS OF PROPERTY OF OTHERS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 11-1-1998,; IN COMMERCE 11-1-1998. 


2,430,523. HOMEOWNERS LOAN CORP., BATON ROUGE, LA. 
AND HOMEOWNERS LOAN CORP., ATLANTA, GA. 
SN75-571,033. FILED P.R. 10-14-1998; AM. S.R. 11-19-1999. 


HOMEOWNERS LOAN CORP. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**CORP."’, APART FROM THE MARK AS SHOWN. 

FOR HOME EQUITY LOANS AND MORTGAGE LENDING 
(U.S. CLS. 100, 101 AND 102). 

FIRST USE 6-0-1998, IN COMMERCE 6-0-1998. 


2,430,535. DATATRAC CORPORATION, MILWAUKEE, WI. 
SN75-670,879. FILED P.R. 3-30-1999; AM. S.R. 10-19-2000. 


rate.net. 


FOR INFORMATION SERVICES, NAMELY, PROVIDING FI- 
NANCIAL INFORMATION AND COMPARATIVE ANALYSIS 
VIA A GLOBAL COMPUTER INFORMATION NETWORK; AND 
FINANCIAL SERVICES, NAMELY FINANCIAL PLANNING AND 
FINANCIAL ACCOUNT APPLICATION SERVICES VIA A GLOB- 
AL COMPUTER INFORMATION NETWORK (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 4-0-1998; IN COMMERCE 4-0-1998. 
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CLASS 36—(Continued). 


2,430,536. DATATRAC CORPORATION, MILWAUKEE, WI. 
SN75-670,946. FILED P.R. 3-30-1999; AM. S.R. 10-19-2000 


RATE.NET 


FOR INFORMATION SERVICES, NAMELY, PROVIDING FI- 
NANCIAL INFORMATION AND COMPARATIVE ANALYSIS 
VIA A GLOBAL COMPUTER INFORMATION NETWORK; AND 
FINANCIAL SERVICES, NAMELY FINANCIAL PLANNING AND 
FINANCIAL ACCOUNT APPLICATION SERVICES VIA A GLOB- 
AL COMPUTER INFORMATION NETWORK (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 4-0-1998; IN COMMERCE 4-0-1998. 


2,430,541. SALOMON SMITH BARNEY INC., NEW YORK, NY 
SN75-703,173. FILED P.R. 5-11-1999; AM. S.R. 10-30-2000. 


MULTIPLE DISCIPLINE 
ACCOUNT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**ACCOUNT”’. APART FROM THE MARK AS SHOWN. 

FOR FINANCIAL SERVICES, NAMELY INVESTING THE 
FUNDS OF OTHERS THROUGH THE PROVISION OF AN AC- 
COUNT WHICH PROVIDES MULTIPLE INVESTMENT OPTIONS 
FOR FINANCIAL CUSTOMERS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 12-0—1997; IN COMMERCE 12-0-1997. 


2,430,579. BRYANT GROUP, LLC, THE, NEW YORK, NY. 
SN75-924,596. FILED P.R. 2-22-2000; AM. S.R. 8-21-2000. 


THE BRYANT GROUP 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**GROUP”’, APART FROM THE MARK AS SHOWN. 

FOR FINANCIAL PORTFOLIO MANAGEMENT; INVESTMENT 
MANAGEMENT (U.S. CLS. 100, 101 AND 102). 

FIRST USE 11—1—1996; IN COMMERCE 1 1-1-1996. 


CLASS 37—CONSTRUCTION AND REPAIR 


2,430,567. AUTO GLASS WAREHOUSE, INC., PORTLAND, OR. 
SN75-847,876. FILED P.R. 11-12-1999; AM. S.R. 9-21-2000. 


AUTO GLASS WAREHOUSE 


FOR MOBILE AUTOMOBILE WINDSHIELD AND GLASS RE- 
PAIR; MOBILE AUTOMOBILE GLASS INSTALLATION (U.S. 
CLS. 100, 103 AND 106). 

FIRST USE 2-15-1995; IN COMMERCE 2-15-1995. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 38—COMMUNICATION 


2,430,583. SHORTTV.COM, LLC, BROOKLYN, NY. 
SN76-023,247. FILED P.R. 4-11-2000; AM. S.R. 9-25-2000. 


SHORTTV 


FOR AUDIO AND VIDEO BROADCASTING SHORT FILMS 
VIA TELEVISION AND THE INTERNET (U.S. CLS. 100, 101 
AND 104) 

FIRST USE 3-24-1999; IN COMMERCE 3-24-1999 


CLASS 39—TRANSPORTATION AND 
STORAGE 


2,430,519. HOY, CRAIG VAN, VANCOUVER, WA 
SN75-543,893. FILED P.R. 8-27-1998; AM. S.R. 5-8-2000. 


NORTHWEST MOUNTAIN 
GUIDES 


FOR TOUR GUIDE SERVICES, NAMELY, CLIMBING, TREK- 
KING AND HIKING (U.S. CLS. 100 AND 105) 
FIRST USE 3-1-1998; IN COMMERCE 3-1-1998. 


2,430,529. CIT GROUP/EQUIPMENT FINANCING, INC., THE, 
NEW YORK, NY. SN75-630,185. FILED P.R. 1-29-1999; AM. 
S.R. 5-30-2000. 


RAIL RESOURCES 


FOR LEASING, LEVERAGED LEASING, AND TAX LEASING 
OF RAILROAD EQUIPMENT (U.S. CLS. 100 AND 105). 
FIRST USE 5-0-1998; IN COMMERCE 5-0-1998. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


2,430,531. WIRED SOLUTIONS, LLC., SANTA FE, NM. 
SN75-643,112. FILED P.R. 2-16-1999; AM. S.R. 11-30-2000. 


FantasyJeam 


FOR ENTERTAINMENT SERVICES TRANSMITTED 
THROUGH A WEB SITE, NAMELY, PROVIDING ON-LINE 
SPORTS STATISTICS, ON-LINE SPORTS-RELATED NEWS, AND 
ON-LINE FANTASY SPORTS COMPETITIONS IN WHICH 
SPORTS FANS CAN DRAFT INDIVIDUAL PROFESSIONAL 
PLAYERS FROM THE FIELDS OF HOCKEY, BASEBALL, BAS- 
KETBALL, AND FOOTBALL, AND MANAGE THE RESULTING 
FANASTY TEAMS (U.S. CLS. 100, 101 AND 107). 

FIRST USE 1-0-1999; IN COMMERCE 1-0-1999. 
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2,430,532. WIRED SOLUTIONS, LLC., SANTA FE, 
SN75-643,113. FILED P.R. 2-16-1999; AM. S.R. 


NM. 
11-30-2000. 


FANTASY TEAM 


FOR ENTERTAINMENT SERVICES TRANSMITTED 
THROUGH A WEB SITE, NAMELY, PROVIDING ON-LINE 
SPORTS STATISTICS, ON-LINE SPORTS-RELATED NEWS, AND 
ON-LINE FANTASY SPORTS COMPETITIONS IN WHICH 
SPORTS FAN CAN DRAFT INDIVIDUAL PROFESSIONAL 
PLAYERS FROM THE FIELDS OF HOCKEY, BASEBALL, BAS- 
KETBALL, AND FOOTBALL, AND MANAGE THE RESULTING 
FANTASY TEAMS (U.S. CLS. 100, 101 AND 107). 

FIRST USE 1-0-1999; IN COMMERCE 1-0-1999. 


2,430,555. CASTLE JUMPS, L.L.C.. WHITEHOUSE STATION, 
NJ. SN75-818,603. FILED P.R. 10-8-1999; AM. S.R. 5-2-2000. 


CASTLE JUMP 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**\JUMPS’’, APART FROM THE MARK AS SHOWN 

FOR ENTERTAINMENT SERVICES, NAMELY, LEASING OF 
INFLATABLE MOON JUMP EQUIPMENT (U.S. CLS. 100, 101 
AND 107). 

FIRST USE 10-1-1999; IN COMMERCE 10-1-1999. 


2,430,565. GLASSER PUBLICATIONS, INC., LITTLE FALLS, NJ. 
SN75-838,956. FILED P.R. 1 1-2-1999; AM. S.R. 9-20-2000. 


NATIONAL CONFERENCE 
FOR THE MINORITY 
LAWYER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**CONFERENCE”’, APART FROM THE MARK AS SHOWN. 

FOR ORGANIZING AND CONDUCTING EDUCATIONAL 
CONFERENCES IN THE FIELD OF LAW (US. CLS. 100, 101 
AND 107). 

FIRST USE 3-0-1999; IN COMMERCE 3-0-1999. 


2,430,575. MARSICANO, MARIO G., DBA KITCHENSYNC, 
NEW YORK, NY. AND KITCHEN, WILLIAM, DBA 
KITCHENSYNC, NEW YORK, NY. SN75-904,508. FILED P.R. 
1-26-2000; AM. S.R. 9-18-2000. 


INTERNET BALL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**BALL’’, APART FROM THE MARK AS SHOWN. 

FOR ENTERTAINMENT SERVICES, NAMELY, CONDUCTING 
AN ANNUAL DANCE AND PARTY FOR MEMBERS OF THE 
NEW MEDIA COMMUNITY, DEVELOPERS OF COMMUNICA- 
TIONS TECHNOLOGY, AND MEMBERS OF THE ENTERTAIN- 
MENT COMMUNITY RELATING TO GLOBAL COMPUTER IN- 
FORMATION NETWORKS (U.S. CLS. 100, 101 AND 107). 

FIRST USE 1-27-2000; IN COMMERCE 1-27-2000. 
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2,430,577. LESSONMALL.COM, LOS ANGELES, CA. 
SN75-913,704. FILED P.R. 1-31-2000; AM. S.R. 9-15-2000. 


LESSONS.COM 


FOR PROVIDING A WEBSITE ON A GLOBAL COMPUTER 
NETWORK THAT ENABLES USERS TO SEARCH, REVIEW, SE- 
LECT, AND REGISTER FOR INSTRUCTIONAL LESSONS OR 
CLASSES IN THE FIELDS OF SPORTS, PERFORMING ARTS, 
HOME IMPROVEMENT AND GARDENING, LANGUAGES, 
ARTS AND CRAFTS, CULINARY INTERESTS, FAMILY AND 
PERSONAL ISSUES, HOBBIES, GAMES, RELIGION, AND 
SCIENCE (U.S. CLS. 100, 101 AND 107). 

FIRST USE 1-28-2000; IN COMMERCE 1-28-2000. 


2,430,578. BERGE, ZANE L., COLUMBIA, MD. SN75-915,305. 
FILED P.R. 2-1-2000; AM. S.R. 11-2-2000. 


EMODERATORS 


FOR PROVIDE CONSULTING TO TEACHERS AND OTHERS 
WHO FACILITATE TECHNOLOGY-BASED LEARNING SUCH 
AS THOSE PERSONS WHO USE COMPUTER-MEDIATED COM- 
MUNICATION, VIDEO-CONFERENCING OR AUDIO-CONFER- 
ENCING FOR DISTANCE EDUCATION OR DISTRIBUTED 
LEARNING (U.S. CLS. 100, 101 AND 107). 

FIRST USE 10-26-1999; IN COMMERCE 10-26-1999. 


2,430,581. CASTELLO CITIES INTERNET NETWORK, 
PALM SPRINGS, CA. SN75-944,021. 
AM. S.R. 10-23-2000. 


INC., 
FILED P.R. 8-9-1999; 


GOLFCLUB. COM 


FOR ON-LINE RESERVATIONS SERVICE VIA THE GLOBAL 
COMPUTER INFORMATION NETWORK FOR TEE TIME AT, 
AND GOLF COURSE INFORMATION OF, PARTICIPATING RE- 
SORTS (U.S. CLS. 100, 101 AND 107). 

FIRST USE 7-1-1997, IN COMMERCE 7-1-1998. 


CLASS 42—MISCELLANEOUS SERVICES 


2,430,517. WOUND CARE AMERICA, INC., MANDEVILLE, LA, 
BY ASSIGNMENT WOUND CARE AMERICA, INC., OR- 
LANDO, FL. SN75-517,468. FILED P.R. 7-13-1998; AM. S.R. 
4-24-2000. 


WOUND CARE AMERICA 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**WOUND CARE”’, APART FROM THE MARK AS SHOWN. 

FOR MEDICAL HEALTHCARE SERVICES (U.S. CLS. 100 AND 
101). 

FIRST USE 4-0-1999; IN COMMERCE 4-0-1999. 
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2,430,524. YANUCK, SAMUEL F., CHAPEL HILL, NC. 
SN75-578,769. FILED P.R. 10-28-1998; AM. S.R. 10-31-2000. 


CENTER FOR INNOVATIVE 
CARE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“CENTER” OR ‘CARE’, APART FROM THE MARK AS 
SHOWN. 

FOR HEALTH CARE SERVICES (U.S. CLS. 100 AND 101). 

FIRST USE 6-0-1999; IN COMMERCE 6-0-1999. 


2,430,525. LIFE CRISIS SERVICES, 
SN75-586,985. FILED P.R. 


INC.. ST. LOUIS, MO. 
11-12-1998; AM. S.R. 8-30-2000. 


THE FAMILY NETWORK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**NETWORK"’, APART FROM THE MARK AS SHOWN. 

FOR SYSTEM FOR REGISTERING AND ASSISTING DIS- 
ABLED PERSONS AND THEIR CARE GIVERS, NAMELY, OB- 
TAINING INFORMATION ON DISABLED PERSONS AND THEIR 
CARE GIVERS, PROVIDING IDENTIFICATION ARTICLES TO 
BE WORN BY THE DISABLED PERSONS AND THEIR CARE 
GIVERS, MAINTAINING INFORMATION ON THE DISABLED 
PERSONS AND THEIR CARE GIVERS INCLUDING IDENTI- 
FICATION INFORMATION, KNOWN MEDICAL CONDITIONS, 
AND CONTACT INFORMATION, AND COUNSELING SERVICES 
FOR CARE GIVERS OF DISABLED PERSONS (U.S. CLS. 100 
AND 101). 

FIRST USE 10-2-1998; IN COMMERCE 10-2-1998. 


2,430,534. NATIONAL INVENTOR FRAUD CENTER, _INC., 
FARGO, ND. SN75-649,000. FILED P.R. 2-26-1999; AM. S.R. 
9-5-2000. 


NATIONAL INVENTOR 
FRAUD CENTER 


FOR PROVIDING INFORMATION TO INDIVIDUALS RELAT- 
ING TO INVENTIONS, PATENTS AND INVENTION MAR- 
KETING COMPANIES (U.S. CLS. 100 AND 101). 

FIRST USE 7-1-1998; IN COMMERCE 7-1-1998. 


U.S. PATENT AND TRADEMARK OFFICE 
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2,430,543. UNITED STATES POSTAL SERVICE, WASHINGTON, 
DC. SN75—737,535. FILED P.R. 6-25-1999; AM. S.R. 9-27-2000. 


REDRESS 


FOR LEGAL SERVICES, MEDIATION AND ALTERNATIVE 
DISPUTE RESOLUTION (U.S. CLS. 100 AND 101). 
FIRST USE 10-31-1994; IN COMMERCE 10-31-1994. 


2,430,544. UNITED STATES POSTAL SERVICE, WASHINGTON, 
DC. SN75-—742.052. FILED P.R. 6-25-1999; AM. S.R. 9-27-2000. 


REDRESS 


FOR LEGAL SERVICES, MEDIATION AND ALTERNATIVE 
DISPUTE RESOLUTION (U.S. CLS. 100 AND 101). 
FIRST USE 10-31-1994; IN COMMERCE 10-31-1994. 


2.430.558. MILLER, KURT, 
SN75-825,085. FILED P.R. 


DOWNERS’ GROVE, _ IL. 
11-5-1999; AM. S.R. 10-23-2000. 


CHICAGOLAND 
MOTORSPORTS 


FOR COMPUTER SERVICES, NAMELY, PROVIDING AN ON- 
LINE MAGAZINE FEATURING NEWS, EVENT INFORMATION 
AND ADVERTISEMENTS CONCERNING MOTORSPORTS (U.S. 
CLS. 100 AND 101). 

FIRST USE 7-6-1999; IN COMMERCE 7-6-1999. 


2,430,561. ENVIRONMENTAL PERMIT SPECIALIST LLC, 
NORTHVILLE, MI. SN75-832,374. FILED P.R. 10-26-1999; AM. 
S.R. 9-20-2000. 


ENVIRONMENTAL- 
HELP.COM 


FOR ENVIRONMENTAL SERVICES, NAMELY, TECHNICAL 
CONSULTATION IN THE FIELD OF ENVIRONMENTAL 
SCIENCE, ENGINEERING SERVICES, DESIGN FOR OTHERS IN 
THE FIELD OF ENVIRONMENTAL ENGINEERING, DESIGNING 
AND TESTING OF NEW ENVIRONMENTALLY-FRIENDLY 
PRODUCTS FOR OTHERS (U.S. CLS. 100 AND 101). 

FIRST USE 8-27-1998; IN COMMERCE 8-27-1998. 
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2,430,573. EINHORN, YAFFEE, PRESCOTT, P.C., ALBANY, NY. 
SN75-881,141. FILED P.R. 12-27-1999; AM. S.R. 10-12-2000. 


MISSION CRITICAL 
FACILITIES 


FOR ARCHITECTURAL DESIGN FOR OTHERS OF HIGH 
TECH BUILDINGS, TECHNICAL CONSULTATION IN THE 
FIELDS OF ARCHITECTURE AND ENGINEERING, AND THE 
TESTING OF HIGH TECH EQUIPMENT IN BUILDINGS (U.S. 
CLS. 100 AND 101). 

FIRST USE 6-0-1997; IN COMMERCE 6-0-1997. 
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35,072. 


77,291. 


78,333. 


79,446. 


135,840. 


264,018. 


274,812. 


275,775. 


373,060. 


373,141. 


380,006. 


381,672. 


387,370. 


517,386. 
517,637. 


518,890. 


520,283. 
521,384. 


$23,115. 


523,911. 


525,504. 


525,658. 
526,411. 


527,369. 
527,414. 


$27,562. 


$28,822. 


529,354. 
$29,622. 


530,254. 
530,471. 


CARNATION BRAND AND DESIGN. U.S. CL. 46. 
(INT. CLS. 29 AND 30). REG. 9-18-1900. 


MISSION BRAND CARMEL MISSION ERECTED 1771 
AND DESIGN. U.S. CL. 46. (INT. CL. 29). REG. 
3-29-1910. 


MACY’S (STYLIZED). U.S. CL. 39. (INT. CL. 25). 
REG. 6-7-1910. 
38. U.S. CL. 16. (INT. CL. 2). REG. 9-6-1910. 


DIXIE CLAY RT VANDERBILT CO NY 
AMERICANPRODUCTS AND DESIGN. INT. CL 
1. (U.S. CL. 1). REG. 10-19-1920. 


HYDRIL (STYLIZED). U.S. CL. 23. (INT. CL. 7). REG. 
11-12-1929. 

COMET (STYLIZED). U.S. CL. 46. (INT. CL. 30). REG. 
9-9-1930. 

KEM (STYLIZED). U.S. CL. 16. (INT. CL. 2). REG. 
9-30-1930. 

SHIMMY (STYLIZED). U.S. CL. 23. (INT. CL. 8). REG. 
11-21-1939. 


PHOTOSWITCH. U.S. CL. 21. 
11-28-1939. 


SEAL MASTER AND DESIGN. USS. CL. 23. (INT. CL. 
7). REG. 8-6-1940. 


SKLEEN (STYLIZED). U.S. CL. 4. (INT. CL. 3). REG. 
10—-1—1940. 


BLUE BEAUTY AND DESIGN. U.S. CL. 46. (INT. CL. 
30). REG. 5-13-1941. 
TELEX. U.S. CL. 21. (INT. CL. 9). REG. 11-8-1949. 


MA’S (STYLIZED). U.S. CL. 45. (INT. CL. 32). REG. 
11-15-1949. 


LUFKIN (STYLIZED). U.S. CL. 26. (INT. CL. 9). REG. 
12-20-1949. 

DUO. INT. CL. 5. (U.S. CL. 5). REG. 1-24-1950. 

GROVE. U.S. CL. 13. (INT. CLS. 7 AND 9). REG. 
2-28-1950. 

UNIMAZE. U.S. CL. 31. (INT. CLS. 7 AND 11). REG. 
3-28-1950. 


ICE CREAM JOE AND DESIGN. U.S. CL. 46. (INT. 
CL. 30). REG. 4—11-1950. 


VERTAGREEN. U.S. CL. 10. 
5-23-1950. 


**MOULT’’. U.S. CL. 23. (INT. CL. 8). REG. 5-30-1950. 


TUBOSCOPE (STYLIZED). U.S. CL. 103. (INT. CL. 
37). REG. 6-13-1950. 


YAKIMA. U.S. CL. 42. (INT. CL. 24). REG. 7-4-1950. 


STANDARD & POOR’S INDUSTRY SURVEYS (STYL- 
IZED). U.S. CL. 38. (INT. CL. 16). REG. 7-4-1950. 


WAHL (STYLIZED). U.S. CL. 23. (INT. CL. 8). REG. 
7-11-1950. 


WOLFSCHMIDT (STYLIZED). U.S. CL. 49. (INT. CL. 
33). REG. 8-8-1950. 


REDLER. U.S. CL. 23. (INT. CL. 7). REG. 8-22-1950. 


BRINK’S (STYLIZED). U.S. CL. 101. (INT. CL. 35). 
REG. 8-22-1950. 


GRIPBELT. U.S. CL. 35. (INT. CL. 7). REG. 9-5-1950. 


YOUNGSTOWN. U.S. CL. 21. (INT. CL. 9). REG. 
9-12-1950. 


(INT. CL. 9). REG. 


(INT. CL. 1). REG. 


530,644. 


533,495. 


533,533. 


534,419. 


536,186. 


679,455. 
687,397. 


690,595. 


695,570. 
695,759. 


696,101. 


697,439. 


697,658. 
697,776. 


697,797. 
698,009. 
698,330. 


698,563. 


698,564. 


698,569. 


698,907. 


699,025. 


699,059. 
699,061. 


699,258. 


699,278. 
699,505. 


700,008. 
700,014. 
700,059. 


702,311. 


702,894. 
703,206. 
703,439. 


AMERCHOL. US. CL. 6. 
9-12-1950. 


WILBERT (STYLIZED). U.S. CL. 2. (INT. CL. 19). 
REG. 11-14-1950. 


SEXAUER. US. CL. 23. 
11-21-1950. 


*“HELPS’* AND DESIGN. U.S. CL. 18. (INT. CL. 5). 
REG. 12-5-1950. 


SCULLY (STYLIZED). U.S. CL. 26. (INT. CL. 9). REG. 
1-9-1951. 


IRILAC. U.S. CL. 6. (INT. CL. 2). REG. 6-2-1959. 


CINERAMA. U.S. CL. 107. (INT. CL. 41). 
10-27-1959. 


BOBBIE BROOKS. U.S. CL. 39. (INT. CL. 25). REG. 
12-29-1959. 


NILFISK. U.S. CL. 21. (INT. CL. 9). REG. 4-5-1960. 


ANGY’S (STYLIZED). U.S. CL. 46. (INT. CL. 30). REG. 
4-5-1960. 

WHO’S WHO IN THE EAST. U.S. CL. 38. (INT. CL. 
16). REG. 4-12-1960. 


W AND DESIGN. U.S. CL. 28. (INT. CLS. 8 AND 
14). REG. 5-10-1960. 


ETINGAL. U.S. CL. 6. (INT. CL. 1). REG. 5-17-1960. 


RESPLENDENCE. U.S. CL. 23. (INT. CL. 8). REG. 
5-17-1960. 


VARILUX. U.S. CL. 26. (INT. CL. 9). REG. 5-17-1960. 
VANLUBE. U.S. CL. 15. (INT. CL. 1). REG. 5-24-1960. 


ABRA-SHUN. U.S. CL. 1. (INT. CL. 17). REG. 
5-31-1960. 


LUMINOS (STYLIZED). U.S. CL. 26. (INT. CL. 1). 
REG. 5-31-1960. 


RACAL (STYLIZED). U.S. CL. 26. (INT. CLS. 1, 9 
AND 10). REG. 5-31-1960. 

ULTRACON. U.S. CL. 26. 
5-31-1960. 


PRESSWITCH (STYLIZED). U.S. CL. 21. (INT. CL. 9). 
REG. 6-7-1960. 


DATAMATION. U.S. CL. 38. (INT. CL. 
6-7-1960. 

KEEP-TYS. U.S. CL. 40. (INT. CL. 26). REG. 6-7-1960. 

DOT AND DESIGN. U.S. CL. 40. (INT. CL. 26). REG. 
6-7-1960. 


ARMORSEAL. U.S. CL. 12. 
6-14-1960. 


GLIDE-ON. U.S. CL. 16. (INT. CL. 2). REG. 6-14-1960. 


PIXY STIX. U.S. CL. 46. (INT. CL. 30). REG. 
6-14-1960. 


TECHNYL. INT. CL. 1. (U.S. CL. 1). REG. 6-28-1960. 
MELCO. U.S. CL. 2. (INT. CL. 20). REG. 6-28-1960. 


WAKAMOTO AND DESIGN. U.S. CL. 18. (INT. CL. 
5). REG. 6-28-1960. 


FAMOLARE (STYLIZED). U.S. CL. 39. (INT. CL. 25). 
REG. 8-2-1960. 


MVP. U.S. CL. 23. (INT. CL. 7). REG. 8-16-1960. 
LCR. U.S. CL. 23. (INT. CL. 8). REG. 8-23-1960. 
EEZ-IN. U.S. CL. 13. (INT. CL. 6). REG. 8-30-1960. 


(INT. CL. 1). REG. 


(INT. CL. 8). REG. 


REG. 


(INT. CL. 9). REG. 


16). REG. 


(INT. CL. 1). REG. 
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703,796 


703,875 


704,360. 


704,732. 
706,102. 


706,527. 


707,260. 


707,505. 


710,575. 


880.774 


881,018. 


881,127. 


881,991 


882,285. 


884,709 


885.416 


885.881. 


886,862 


886,881. 


887,175. 


888,458. 
890,519. 


890,520. 


890,740 


890,825. 


890,829 


890,975. 


891,095. 


891,188. 


891,199. 


891,371 


891.459 


891.626. 


891,708 


891,762 
891.787 


891,899. 


892,042 
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EUTECTIC-CASTOLIN. 
REG. 9-6-1960. 


HEART OF THE HIDE AND DESIGN 
(INT. CL. 28). REG. 9-6-1960 


NABISCO AND DESIGN. U.S. CL. 46. (INT. CL. 30) 
REG. 9-13-1960. 


TRIO. U.S. CL. 46. (INT. CL. 29). REG. 9-20-1960. 


PLANTERS. U.S. CL. 46. (INT. CL. 29). REG. 
10-18-1960. 


MOHAWK TONE FINISH. U.S. CL 
REG. 1 1-1-1960. 


HOLLYWOOD AND DESIGN. U.S. CL. 46. (INT. CL. 
30). REG. 11-15-1960. 


NUMERIPATH. U.S. CL. 26. (INT. CLS. 1, 
10). REG. 11-22-1960. 


CHEMI PHARM AND DESIGN. U.S. CL. 26. (INT. CL. 
9). REG. 1-31-1961. 


FLUOROPLEX. U.S. CL. 18. 
11-18-1969. 


AMINO PON. US. CL. 51 
11-18-1969. 


ZEPRESERVE. 
11-25-1969. 

JET. U.S. CL. 13. (INT. CL. 11). REG. 12-9-1969. 

DUCKS UNLIMITED AND DESIGN. U.S. CL. 200. 
REG. 12-9-1969. 


ASPEN (STYLIZED). U.S. CL. 39. (INT. CL. 25). REG. 
1-20-1970. 


TOP NOTCH (STYLIZED). U.S. CL. 23. (INT. CL. 7) 
REG. 2-3-1970. 


SNAP-TITE. U.S. CL. 35 
2-10-1970 


DODUCONTA. US. CL. 52 
2-24-1970. 


QUALITY. U.S. CL. 100. (INT. CLS. 35, 36, 37, 38, 
39, 40, 41 AND 42). REG. 2-24-1970 


PHILIPS AND DESIGN. U.S. CL. 36. (INT. CL. 9) 
REG. 3-3-1970. 


SIZZLER. U.S. CL. 101. (INT. CL. 35). REG. 3-24-1970 


LITTLE PROFESSOR BOOK CENTER. U.S. CL. 38 
(INT. CL. 16). REG. 5-5-1970. 


MISCELLANEOUS DESIGN. U.S. CL. 38 
16). REG. 5-5-1970. 


PINOSAN. U.S. CL. 6. (INT. CL. 5). REG. 5-12-1970. 


GRIP-MAT. INT. CL. 20. (U.S. CL. 20). REG. 
5-12-1970. 


IDEAL. U.S. CLS. 21 AND 23 ONLY. (INT. CLS. 7, 
8, 9, 11, 12 AND 15). REG. 5-12-1970. 


ALASTIK (STYLIZED). U.S. CL. 44. (INT. CL. 10) 
REG. 5-12-1970. 


S AND DESIGN. U.S. CL. 100. (INT. CL. 42). REG. 
5-12-1970 


VERSAPOX. U.S. CL. 16. 
5-19-1970. 


COBALT. U.S. CL. 19. (INT. CL. 12). REG. 5-19-1970 


MAUNA KEA AND DESIGN. U.S. CLS. 100 AND 107 
(INT. CLS. 41 AND 42). REG. 5-19-1970. 


ROSENTHAL AND DESIGN. U.S. CLS. 8, 23, 28, 30, 
33, 34 AND 50. (INT. CLS. 7, 8, 11, 20, 21 AND 
34). REG. 5-26-1970. 


L’EGGS. U.S. CL. 39. (INT. CL. 25). REG. 5-26-1970 


JOHN JAY. US. CL. 100. (INT. CL. 42). REG. 
5-26-1970 


NHL AND DESIGN. US. CL. 200. REG. 5-26-1970. 

STYLE. U.S. CL. 26. (INT. CL. 16). REG. 5-26-1970. 

CUSTOM 455. U.S. CL. 14. (INT. CL. 6). REG. 
6-2-1970. 

PERFORMER. U.S. CL. 35. 
6-2-1970. 


U.S. CL. 14. (INT. CL. 6). 


U.S. CL. 22 


16. (INT. CL. 2). 
9 AND 
(INT. CL. 5). REG 
(INT. CL. 3). REG 


U.S. CL. 6. (INT. CL. 2). REG. 


(INT. CL. 17). REG 


(INT. CL. 3). REG. 


(INT. CL. 


(INT. CL. 2). REG. 


(INT. CL. 17). REG. 


892,051. 


892.052. 


892,073. 


892,213. 


892.355 
892.638. 


892.899. 


893,096. 


893,537. 
893,544 


893,650. 


894,004. 
894,253. 


894,370. 
894,448. 
894,506. 


894,922 


895,139. 


895,171. 


895,688 


896,729. 


897,048. 


897,340. 


897,641. 


897,642. 


897,704. 


897,968. 


898,583. 


898,584. 


898,919. 


899,889. 


900,402. 


900,688. 


901,641. 


901,962. 


902,086. 


902,493. 


903,069. 
903,154. 
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HINGER. U.S. CL. 36. (INT. CLS. 9 AND 15). REG. 
6-2-1970. 

TOUCH-TONE. U.S. CL. 36 
6-2-1970. 

AMERICAN AGENT & BROKER (STYLIZED). U.S. 
CL. 38. (INT. CL. 16). REG. 6-2-1970. 


FAST-TAX. U.S. CL. 101. (INT. CL. 35). 
6-2-1970. 


ZIP-STIK. U.S. CL. 20. (INT. CL. 27). REG. 6-9-1970. 


DOVO AND DESIGN. U.S. CLS. 2, 23 AND 44. (INT. 
CL. 8). REG. 6-16-1970. 


CHROMALOX (STYLIZED). U.S. CL. 34. (INT. CLS. 
9, 11 AND 17). REG. 6-16-1970. 

MISCELLANEOUS DESIGN. U.S. CL. 52 ONLY. (INT. 
CLS. 3 AND 5). REG. 6-23-1970. 

UCAR. U.S. CL. 12. (INT. CL. 19). REG. 6-30-1970 

3M (STYLIZED). U.S. CL. 14. (INT. CL. 6). REG 
6-30-1970. 


EDELBROCK. U.S. CL. 23. (INT. CLS. 7 AND 12). 
REG. 6-30-1970. 


MILACRON. U.S. CL. 15. (INT. CL. 4). REG. 7-7-1970. 

3 RING. U.S. CL. 46. (INT. CLS. 29 AND 30). REG. 
7-7-1970. 

LIV-LITE. U.S. CL. 1. (INT. CL. 19). REG. 7-14-1970. 

ALLFLOR. U.S. CL. 16. (INT. CL. 2). REG. 7-14-1970. 


HOLDSTER (STYLIZED). U.S. CL. 22. (INT. CL. 28). 
REG. 7-14-1970. 


STIM-U-CAP. US. CL. 18. 
7-21-1970. 

BLIZZARD. U.S. CL. 46. 
7-21-1970. 

HELUVA. U.S. CL. 46. (INT. CLS. 29 AND 30). REG. 
7-21-1970. 

WALTER DRAKE. U.S. CL. 101. (INT. CL. 35). REG. 
7-28-1970 

PERMA-FIT. U.S. CL. 12. 
8-18-1970. 


TORRES. U.S. CLS. 47 AND 49. (INT. CL. 33). REG. 
8-18-1970. 


ATLAS VAC MACHINE (STYLIZED). U.S. CL. 23. 
(INT. CL. 7). REG. 8-25--1970. 

SIGMA 7-9. U.S. CL. 6. (INT. CL. 1). REG. 9-1-1970. 

SIGMA 104. U.S. CL. 6. (INT. CL. 1). REG. 9-1-1970. 

MATULANE. US. CL. 18. (INT. CL. 5). REG. 
9-1-1970. 

MISCELLANEOUS DESIGN. U.S. CL. 46. (INT. CL. 
30). REG. 9-1-1970. 

TATTLE-TAPE. US. CL. 14. 
9-15-1970. 

STANDARD. U.S. CL. 14. 
9-15-1970. 

TRI-ZYME. U.S. CL. 52. (INT. CL. 3). REG. 9-15-1970. 

CHUCKY CHIPMUNK ANTI-LITTER V.F.G.C. STOP 
THROWING...START STOWING AND DESIGN. 
U.S. CL. 100. (INT. CL. 42). REG. 9-29-1970. 

JENOS AND DESIGN. U.S. CL. 46. (INT. CL. 30). REG. 
10-6-1970. 

“THE BACKHANDER”™ (STYLIZED). U.S. CL. 22. 
(INT. CL. 28). REG. 10-13-1970. 

SENS-A-FLAME. U.S. CL. 21. (INT. CL. 9). 
10-27-1970. 

EAT, DRINK AND BE MERRY. U.S. CL. 100. (INT. 
CL. 35). REG. 11-3-1970. 

WORK WAGON. US. CL. 19. (INT. CL. 12). REG. 
11-10-1970. 

MISCELLANEOUS DESIGN. U.S. CL. 14. (INT. CL. 
6). REG. 11-17-1970. 

ANVIL. U.S. CL. 39. (INT. CL. 25). REG. 11-24-1970. 

TOP FARE. U.S. CL. 46. (INT. CL. 31). REG. 
11-24-1970. 


(INT. CL. 15). REG. 


REG 


(INT. CL. 5). REG 


(INT. CL. 30). REG. 


(INT. CL. 19). REG. 


(INT. CL. 6). REG. 


(INT. CL. 6). REG. 


REG. 
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,126,433. 


.126,660. 
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128,211 


128,562. 


129,504. 


130,110. 


131,223. 


132,132. 


-132,690. 


132,852 


.132,980 


133,124. 


133,390. 


133,570. 


,134,097. 


134,312. 


.134,827. 


.134,921. 
134,956. 


134,986. 
135,155. 
135,161. 
135,177. 
-135,190. 
135,412. 


135,419. 
135,424. 


135,498. 
135,575. 


,135,667. 
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JAJA (STYLIZED). U.S. CL. 46. (INT. CL. 29). REG. 
12-8-1970. 


CARCO. U.S. CL. 11. (INT. CL. 2). REG. 3-2-1971. 
SHURE. U.S. CL. 32. (INT. CL. 20). REG. 4-6-1971. 


SODEL (STYLIZED). INT. CL. 9. (U.S. CL. 21). REG. 
5-15-1979. 

VAC-PAK. INT. CL. 17. (U.S. CLS. 1, 5, 
AND 50). REG. 6-19-1979. 

KOKUHO. INT. CL. 30. 
10-30-1979. 

BULLET PROOF AND DESIGN. INT. CLS. 6 AND 
19. (U.S. CLS. 12 AND 14). REG. 11-13-1979. 

PEWAG DUPLEX GRT. INT. CL. 12. (U.S. CL. 13). 
REG. 11-13-1979. 

TTLAUTOCORD. INT. CL. 9. (U.S. CL 
11~20-1979. 


OMNIPRODUCTSO P (STYLIZED). INT. CLS. 1, 6 
AND 8 ONLY. (U.S. CLS. 5, 12 AND 23). REG. 
11-27-1979. 

URO-SAN. _ INT. 
12-25-1979 

SURGI-SPEC. 
1-1-1980. 

WIBGET AND DESIGN. INT. CL. 9. (U.S. CL. 26). 
REG. 1-22-1980 

CONDOMINIUM SELECTOR AND DESIGN. INT. CL. 
36. (U.S. CL. 102). REG. 1-29-1980. 


DEFENSAP AND DESIGN. INT. CL. 9. (U.S. CLS. 26 
AND 39). REG. 2-26-1980 

RED SNAP’R. INT. CL. 9 
4-1-1980. 

COSMIC PAINTING. ZJ AND DESIGN. INT. CL. 16 
(U.S. CL. 38). REG. 4-8-1980. 

MONTGOMERY. INT. CL. 36. (U.S. CL. 102) 
4-8-1980 

H AND DESIGN. INT. CLS. 7 AND 11 
13, 23 AND 31). REG. 4-15-1980. 

ROMIKA. INT. CL. 25 ONLY. (U.S. CLS. 22 AND 
39). REG. 4-15-1980. 


LERNER (STYLIZED). INT. CL. 42. (U.S. CL. 101). 
REG. 4-15-1980. 

GRIPPER FLOSS. INT. CL. 10. (U.S. CL. 44). REG. 
4-22-1980. 

MISCELLANEOUS DESIGN. 
29). REG. 4-29-1980. 


JUST DESSERTS. INT. CL. 42. (U.S. CL. 100). REG 
4-29-1980. 


MISCELLANEOUS DESIGN 
101). REG. 5-6-1980 
LAPLOCK. INT. CL. 1. (U.S. CL. 5). REG. 5-13-1980 


POINT A LA LIGNE. INT. CLS. 4 AND 21. (U.S. CLS. 
15 AND 34). REG. 5-13-1980. 


UTILE. INT. CL. 7. (U.S. CL. 23). REG. 5-13-1980. 
NAUTA. INT. CL. 20. (U.S. CL. 2). REG. 5-13-1980. 
NANIK. INT. CL. 20. (U.S. CL. 32). REG. 5-13-1980. 


MISCELLANEOUS DESIGN. INT. CL. 22. (U.S. CL 
50). REG. 5-13-1980. 


RIVER DRIVER’S SHIRT. INT. CL. 25. (U.S. CL. 39). 
REG. 5-13-1980. 


MANTEK 1000. INT. CL. 3. 
5-20-1980. 


AMBI. INT. CL. 3. (U.S. CL. 51). REG. 5-20-1980. 

SEXY AFTERNOON. INT. CL. 3. (U.S. CL. 51). REG 
5-20-1980. 

DATONO (STYLIZED). INT. CLS. 6, 20 AND 42. (U.S. 
CLS. 14, 50 AND 101). REG. 5-20-1980. 

ELECTROMAT. INT. CL. 9. (U.S. CLS. 21 AND 26). 
REG. 5-20-1980. 

REDIGRIP. INT. CL. 
5-20-1980. 


12, 03, 3 


(US. CL. 46). REG. 


26). REG. 


CL. 10. (US. CL. 44). REG. 


INT. CL. 9. WS CL. 26). REG. 


(U.S. CL. 26). REG 
REG. 


(U.S. CLS. 


INT. CL. 


16. (U.S. CL. 


INT. CL. 42. (U.S. CL 


(U.S. CL. 52). REG 


10. (U.S. CL. 44). REG. 


1, 


1 


U.S. PATENT AND TRADEMARK OFFICE 


135,873. 
,136,008. 


136,174. 


136,184. 


136,211. 


,136,217. 


-136,240. 


136,241. 
136,339. 


136,340 


136,363. 


136,440. 


136,556. 
.136,608 


136,616. 


-136,762. 
-136,772. 


136,842. 


137,148. 


137,189. 
.137,201. 
.137,526. 
137,527. 
137,528. 


137,529. 
,137,797. 
,138,009. 
,138,359. 


138,385. 


.138,544. 
-138,545. 


,138,760. 


,138,976. 


139,162. 
,139,303. 


,139,492. 
.139,655. 
.139,698. 
140,119. 
,140,483. 


-141,252. 
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JOHN T’S. INT. CL. 34. (U.S. CL. 17). REG. 5-20-1980. 


FLUORO-KOTE. INT. CL. 6. (U.S. CL. 13). REG. 
5-27-1980. 


P AND DESIGN 
5-27-1980. 

AQUASOFT. 
5-27-1980. 

POWER TOWER. INT. CL. 20. (U.S. CL. 32). REG. 
5-27-1980. 

THE TOUCHABLES. INT. CL. 20. (U.S. CL. 32). REG. 
5-27-1980. 

AMOCO AND DESIGN. INT. CL. 24. (U.S. CL. 42). 
REG. 5-27-1980. 

AMOCO. INT. CL. 24. (U.S. CL. 42). REG. 5-27-1980. 


MARYLAND CHIEF BRAND AND DESIGN. INT. CL. 
29. (U.S. CL. 46). REG. 5-27-1980. 


HYPOWER (STYLIZED). INT. CLS. 29 AND 30. (U.S. 
CL. 46). REG. 5-27-1980. 


CAMEO VELVET. INT. CL. 30. (U.S. CL. 46). REG. 
5-27-1980. 

ROSE CUP. 
5-27-1980. 

VANQUISH. INT. CL. 5. (U.S. CL. 6). REG. 6-3-1980. 

STIRWAY Il. INT. CL. 7. (U.S. CL. 23). REG. 
6-3-1980. 

TAPEWORM AND DESIGN. INT. CL. 8. (U.S. CL. 23). 
REG. 6-3-1980. 

CIMA. INT. CL. 16. (U.S. CL. 38). REG. 6-10-1980. 

BETTER ROADS. INT. CL. 16. (U.S. CL. 38). REG. 
6-10-1980. 

RELAX ... RITCHIE WATERS ‘EM RIGHT. INT. CL. 
21. (U.S. CL. 2). REG. 6-10-1980. 
SCRUBIDINE. INT. CL. 3. (US. CL. 

6-24-1980. 
AMOXIL. INT. CL. 5. (U.S. CL. 18). REG. 6-24-1980. 
EQUIVITE. INT. CL. 5. (U.S. CL. 18). REG. 6-24-1980. 
MR. ‘B. INT. CL. 1. (U.S. CL. 12). REG. 7-8-1980. 
NO. 270. INT. CL. 1. (U.S. CL. 12). REG. 7-8-1980. 
BESTOLIFE AND DESIGN. INT. CL. 1. (U.S. CL. 12). 
REG. 7-8-1980. 
TTG. INT. CL. 1. (U.S. CL. 12). REG. 7-8-1980. 
MLT. INT. CL. 10. (U.S. CL. 44%. REG. 7-15-1980. 
3 RING. INT. CL. 29. (U.S. CL. 46). REG. 7-22-1980. 
MISCELLANEOUS DESIGN. INT. CL. 15. (U.S. CL. 
36). REG. 8-5-1980. 
FILTER-PHASE. INT. CL. 
8-5-1980. 
FEAST. INT. CL. 1. (U.S. CL. 10). REG. 8-12-1980. 


KOMBIND. INT. CL. 1. (U.S. CLS. 6 AND 10). REG. 
8-12-1980. 

CROWN SEAL. INT. CL. 17. (U.S. CL. 35). REG. 
8-19-1980. 

BOSTON MUSIC CO.. INT. CLS. 16 AND 42. (US. 
CLS. 38 AND 101). REG. 8-26-1980. 

STAR-TEX. INT. CL. 7. (U.S. CL. 23). REG. 9-2-1980. 

PORTLAND ROSE FESTIVAL. INT. CL. 41. (U.S. CL. 
107). REG. 9-2-1980. 

GRANT'S FARM. INT. CL. 41. (U.S. CL. 107). REG. 
9-9-1980. 

RIDGEVIEW AND DESIGN. INT. CL. 25. (U.S. CL. 
39). REG. 9-16-1980. 

PILLAR ROCK. INT. CL. 29. (U.S. CL. 46). REG. 
9-16-1980. 

SECURITY AND THE FULL LIFE. INT. CL. 42. (US. 
CL. 100). REG. 9-30-1980. 

FAR EAST (STYLIZED). INT. CL. 30. (U.S. CL. 46). 
REG. 10-14-1980. 

HEIL AND DESIGN. INT. CL. 11. (U.S. CL. 34). REG. 
11-11-1980. 


INT. CL. 16. (U.S. CL. 37). REG 


INT. CL. 16. (US. CL. 11). REG. 


INT. CL. 41. (U.S. CL. 107). REG. 


52). REG. 


16. (U.S. CL. 37). REG. 
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MEGABURGER. INT. CLS. 30 AND 42. (U.S. CLS 
46 AND 100). REG. 11-25-1980. 


MISCELLANEOUS DESIGN. INT. CL. 1. (U.S. CL. 12) 
REG. 12-9—1980 


UNI-BRITE. INT. CL. 3 
12-16-1980. 

D-VISE. INT. CL. 8. (U.S. CL. 23). REG 

HEMICOIL. INT. CL. 11. (US. CL. 
12-16-1980. 


484. INT. CL. 9. (U.S. CL. 26). REG. 1-13-1981. 

GADABOUT. INT. CL. 20. (U.S. CL. 32). 
2-17-1981. 

GADABOUT (STYLIZED). INT. CL. 20. (U.S. CL. 32) 
REG. 2-24-1981. 

PERMA/SEAL. INT. CL. 16 
3-24-1981. 

ELECTRO-TERM AND DESIGN. 
(U.S. CL. 21). REG. 3-31-1981. 

BEAR CLAW. INT. CL. 8 (U.S. CL 
4-14-1981. 


(U.S. CL. 52). 


12-16-1980 
34). REG 


(U.S. CL. 37). 


INT. CL. 9 ONLY 


23). 


KIRBY AND DESIGN. INT. CL. 9. (U.S. CL. 21). REG. 


4-21-1981. 
THOMASVILLE 
4-21-1981. 


JCB AND DESIGN. INT. CL. 36. (U.S. CL. 102). REG 
4-21-1981. 

BRIDGEAID. 
4-28-1981. 


INT. CL. 20. (U.S. CL. 32). REG. 


INT. CL. 10. (U.S. CL. 44). REG 


EVERYBODY’S. INT. CLS. 29, 30 AND 31. (U.S. CL. 


46). REG. 4-28-1981. 


SY/MAX AND DESIGN. INT. CL. 9. (U.S. CL. 26) 
REG. 10-27-1981. 


CACIQUE. INT. CLS. 3 AND 25 ONLY. (U.S. CLS. 


1, 4, 6, 22, 39, 50, 51 AND 52). REG. 11-21-1989. 


AROMAFLEUR. INT. CL. 3 ONLY. (U.S. CL. 51). REG. 


11-21-1989. 
INT. CL. 
11-28-1989. 
AIR-TOUCH. INT. CL. 7. 
11-28-1989. 


EAGLE VISION. 
11-28-1989. 


EV. 10 ONLY. (US. CL. 44). 


(US. CL. 23). 


INT. CL 


THE MANDARIN HOTEL GROUP AND DESIGN. INT. 
CLS. 16 AND 42 ONLY. (U.S. CLS. 2, 5, 22, 23, 


29, 37, 38, 50 AND 100). REG. 11-28-1989. 

PENTALIC WOODLESS PENCILS. INT. CL. 16. 
CL. 37). REG. 11-28-1989. 

POWER BAIT. INT. CL. 28. (U.S. CL. 22). 
11-28-1989. 

MEXICAN LINE. INT. CL. 39. (U.S. CL 
11-28-1989 


REG 


105). 


NEWSMITH. INT. CL. 7. (U.S. CLS. 23 AND 24). REG. 


125-1989. 


SPORTWING AND DESIGN. INT. CL. 12. (U.S. CL. 


19). REG. 12-5—1989. 


FENDI (STYLIZED). INT. CL. 14. (U.S. CLS. 2, 27, 


28 AND 50). REG. 12-5—1989. 

TINKERBELL. INT. CL. 14. (U.S. CL. 
12-S—1989. 

TINKERBELL. INT. CL. 16. (U.S. CLS. 37 
REG. 12-5—1989. 

ROADKILL BINGO. INT. CL. 28. (U.S. CL. 
12-5—1989. 

THUNDER WOLF. INT. CL. 28. (U.S. CL. 
12-5—1989. 


28). REG 


22). REG 


THE FLOOR TO CEILING STORE AND DESIGN. INT. 


CL. 42. (U.S. CL. 101). REG. 12-5—1989. 


PERFECTO. INT. CL. 3. (U.S. CL. 
12-12-1989. 


$1). 


REG. 


REG. 


REG. 


REG. 


REG. 
REG. 


10. (U.S. CL. 44). REG. 


(US. 


REG. 


AND 38). 


22). REG. 


REG. 
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SERVI. INT. CL. 16. (U.S. CL. 2). REG. 12-19-1989, 

GNATROL. INT. CL. 5. (U.S. CL. 6). REG. 12-26-1989. 

MUSIKFEST (STYLIZED). INT. CL. 25. (U.S. CL. 39). 
REG. 12-26-1989. 

FESTIVAL OF TREES AND DESIGN. INT. CL. 41. 
(U.S. CL. 107). REG. 12-26-1989. 

ROL-MAN. INT. CL. 7. (U.S. CL. 23). REG. 1-2-1990. 

STRIPDRAIN. INT. CL. 19. (U.S. CL. 12). REG. 
1-2-1990. 

DAKOTA CASE AND DESIGN. INT. CL. 20. (U.S. CL. 
2). REG. 1-2-1990. 

A (STYLIZED). INT. CL. 22. 
1-2-1990. 

HONEY BUNCHES OF OATS. INT. CL. 30. (U.S. CL. 
46). REG. 1-2-1990. 

MISCELLANEOUS DESIGN. INT. CL. 35. (U.S. CL. 
101). REG. 1-2-1990. 

TOYS FOR ADULTS. INT. CL. 41. (US. CL. 
REG. 1-2-1990. 
SPORTABILITY. INT. CL. 41. (U.S. CL. 
1-2-1990. 
CLEAR CHOICE. 
1-9-1990 
VILLAGE. INT. CLS. 24 AND 27. (U.S. CLS. 37 AND 
42). REG. 1-9-1990. 

A AND DESIGN. INT. CL. 25. (U.S. CL. 39). REG. 
1-9-1990. 

CA (STYLIZED). INT. CL 
1-9-1990. 

ELIZABETH ARDEN (STYLIZED). INT. CL. 3. (US. 
CL. 51). REG. 1-16-1990. 


SECTAGON il. INT. CL. 5. 
1-16-1990. 


ULTRALITE. INT. CLS. 37 AND 42. (U.S. CLS. 100, 
103 AND 106). REG. 1-16-1990. 
STNMAIL. INT. CL. 38. (US. CL. 

1-16-1990. 


EDEN BASKETS. INT. CL. 42. (U.S. CL. 101). REG. 
1-16-1990. 


STACK’S. INT. CLS. 16, 35, 36 AND 42. (U.S. CLS. 
38, 101 AND 102). REG. 1-23-1990. 


ELIZABETH ARDEN. INT. CL. 3. (U.S. CLS. 51 AND 
52). REG. 1-30-1990. 


ACCUMAIL. INT. CL. 9. 
1-30-1990. 

LIBERTY. INT. CL. 27. (U.S. CLS. 20 AND 42). REG. 
1-30-1990. 


IB PAVERS BY IDEAL AND DESIGN. INT. CL. 19. 
(U.S. CL. 12). REG. 2-6-1990. 


BOSTON COLONIAL PAVERS. INT. CL. 19. (U.S. CL. 
12). REG. 2-6-1990. 


MICROFLEX. INT. CL. 9. 
2-13-1990. 


PARTICULATOR. INT. CL. 9. (U.S. CL. 26). REG. 
2-13-1990. 


AQUALOY. INT. CL. 1. (U.S. CL. 6). REG. 2-20-1990. 
CE (STYLIZED). INT. CL. 6. (U.S. CL. 14). REG. 
2-20-1990. 
IMPROVED LIVING. INT. CL. 42. (U.S. CLS. 100 AND 
101). REG. 2-20-1990. 
TIMBERLIFE. INT. CL. 2. 
2-27-1990. 

MISTER COOL. INT. CL. 30. (U.S. CL. 46). REG. 
2-27-1990. 

SPRAY DYNAMICS. INT. CL. 7. (U.S. CL. 23). REG. 
3-6-1990. 

CHARLEMONT. INT. CL. 
3-6-1990. 


(U.S. CL. 2). REG. 


107). 
107). REG. 


INT. CL. 16. (U.S. CL. 2). REG. 


25. (U.S. CL. 39). REG. 
(U.S. CL. 6). REG. 
104). 


REG. 


(U.S. CL. 38). REG. 


(U.S. CL. 26). REG. 


(U.S. CL. 16). REG. 


19. (U.S. CL. 12). REG. 
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PRO PERFORMERS AND DESIGN. INT. CL. 25. (U.S 
CL. 39). REG. 3-13-1990. 

CORONADO. INT. CL. 30. 
3-13-1990. 

ISA. INT. CL. 36. (U.S. CL. 102). REG. 3-13-1990. 

YORK PHOTO LABS. INT. CL. 40. (U.S. CL. 106). 
REG. 3-20-1990. 

VONELLE. INT. CL. 14. 
3-27-1990. 

APPLE CAR RENTAL. INT. CL 
AND 105). REG. 3-27-1990 
TIGI LINEA AND DESIGN. INT. CL. 3. 

51 AND 52). REG. 4-3-1990. 

DURA-GLASS. INT. CL. 17. (U.S. CLS. 1, 5, 12, 13, 
35 AND 50). REG. 4-3-1990. 

THE RIGHT SIGN...AT THE RIGHT PRICE...RIGHT 
AWAY...GUARANTEED!. INT. CL. 42. (U.S. CLS 
100 AND 101). REG. 4-3-1990. 

MISCELLANEOUS DESIGN. INT. 
50). REG. 4-3-1990. 

SOFT LATCH. INT. CL. 20. (U.S. CLS. 13 AND 25). 
REG. 4-10-1990. 

ALARM PLUS. INT. CL. 38. (U.S. CL. 
4-10-1990. 

THE BLACK EARTH AND DESIGN. INT. CL. 42. (U.S. 
CL. 101). REG. 4-10-1990 

MISCELLANEOUS DESIGN. INT. CL. 9. (U.S. CL. 44). 
REG. 4-17-1990. 

WESTLAW. INT. CL. 9. (U.S. CL. 38). REG. 4-17-1990. 

YORK. INT. CL. 11. (U.S. CLS. 13 AND 
34). REG. 4-17-1990. 

DEPOT EXPRESS. INT. CL. 37. (U.S. CL 
4-17-1990. 

PRIME TIME (STYLIZED). INT. CL. 39. (U.S. CL. 105). 
REG. 4-17-1990. 

N AND DESIGN. INT. CL. 9. (U.S. CLS. 21, 26 AND 
38). REG. 4-24-1990. 

SES WORKBENCH. INT. CL. 9. (U.S. CL. 38). REG 
4-24-1990 

UNIQUE SOLUTIONS AND DESIGN. INT. CL. 11. 
(U.S. CL. 21). REG. 4-24-1990 

AFTER THE BOMB. INT. CL. 16. (U.S. CL. 38). REG 
4-24-1990. 

LEG BLASTER. 
4-24-1990. 

SOURCE 3000. INT. CL. 36. 
REG. 4-24-1990. 

LASER OPTIONS. INT. CL. 
4-24-1990. 

JCAIR AND DESIGN. 
REG. 4-24-1990. 

COAST TO COAST. INT. CL. 39. (U.S. CL. 105). REG. 
4-24-1990. 

SCIENCE OF SPORTS AND DESIGN. 
(U.S. CL. 107). REG. 4-24-1990. 
SUMMER WAVES. INT. CL. 41. (U.S. CL. 107). REG. 

4-24-1990 

YOUNG PERSON’S GRIEF SUPPORT PROGRAM. 
INT. CL. 42. (U.S. CL. 100). REG. 4-24-1990. 

AMMA THERAPY. INT. CL. 42. (U.S. CL. 100). REG. 
4-24-1990 

MAESTRO’S 
4-24-1990. 

ROY DOUGLAS. INT. CL. 42. (U.S. CL 
4-24-1990. 

PEFACHROME. 
5-1-1990. 

DO IT HWI AND DESIGN. INT. CL. 4. (U.S. CL. 15). 
REG. 5-1-1990. 


(U.S. CL. 46). REG. 


(U.S. CL. 28). REG. 


39. (U.S. CLS. 100 


(U.S. CLS. 


cL. 2%. WS. CL 


104). REG. 


103). REG. 


INT. CL. 28. (U.S. CL. 22). REG. 


(U.S. CLS. 101 AND 102) 
37. (U.S. CL. 103). REG 


INT. CL. 37. (U.S. CL. 103). 


INT. CL. 41 


INT. CL. 42. (U.S. CL. 100). REG 


100). REG. 
INT. CL. 1. 


(U.S. CL. 6). REG. 
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1,593,967. 


1,594,102. 


1,594,124. 


1,594,178 


1,594,211. 


1,594,274. 


1,594,320. 


1,594,360. 


1,594,362. 


1,594,552. 


1,594,563. 


1,594,572. 
1,594,605. 


1,594.610. 


1,594,622. 
1,594,631. 


1,594,701. 


1,594,723. 
1,594,757. 


1,594,786. 
1,594,847. 


1,594,870. 


1,594,957. 


1,595,025. 


1,595,043 


1,595,058. 


1,595,078. 


1,595,109. 


1,595,169 


1,595,260. 
1,595,280. 


1,595,284. 


1,595,307. 


1,595,356. 


1,595,361. 


1,595,913. 


1,596,057. 


1,596,059. 
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AIR-MATE. INT. CL. 9. (U.S. CLS. 26 AND 44). REG. 
$—1-1990. 

K-9 CAR ALARM. INT. CL. 12. (U.S. CLS. 19 AND 
21). REG. 5-1-1990. 

MBC (STYLIZED). INT. CL. 14. (U.S. CL. 28). REG. 
5-1-1990. 

CONSORT. INT. CL. 16. (U.S. CL. 37). REG. 5-1-1990. 

COAST TO COAST. INT. CL. 16. (U.S. CL. 38). REG 
5-1-1990. 

PHILKRAFT. INT. CL. 21. (U.S. CLS. 2 AND 13). REG. 
5-1-1990. 


C (STYLIZED). 
5-1-1990, 
RIGI. INT. CL. 
5-1-1990. 
ADESSO! AND DESIGN. INT. CL. 25. (U.S. CL. 39) 
REG. 5-1-1990. : 
FROM CONCEPT TO REALITY. INT. CLS. 37 AND 
42. (U.S. CLS. 100, 101 AND 103). REG. 5-1-1990 

SABOLICH. INT. CL. 37. (U.S. CLS. 100 AND 103). 
REG. 5~1-1990. 

UNI-T. INT. CL. 38. (U.S. CL. 104). REG. 5-1-1990. 

RALEIGH STUDIOS. INT. CL. 41. (U.S. CL. 107). REG. 
5-1-1990. 

BUCKS UNLIMITED. INT. CL. 41. (U.S. CL 
REG. 5-1-1990. 

OP PRO. INT. CL. 41. (U.S. CL. 107). REG. 5-1-1990 

DALI (STYLIZED). INT. CL. 41. (U.S. CL. 107). REG. 
5-1-1990 

PARTY!PARTY! PACK. INT. CL. 42. (U.S. CL. 100). 
REG. 5-1-1990. 

IMPRESO. INT. CL. 42. (U.S. CL. 101). REG. 5-1-1990. 

BABY SLING. INT. CL. 25. (U.S. CL. 39). REG 
5-1-1990. 

MAXSEA. INT. CL. 1. (U.S. CL. 10). REG. 5-8-1990. 


HELM AND DESIGN. INT. CLS. 6 AND 7 ONLY. 
(U.S. CLS. 12, 13 AND 23). REG. 5-8-1990. 


SHEFFIELD. INT. CL. 6. (U.S. CLS. 12, 13 AND 14). 
REG. 5-8-1990. 


MEMOCON (STYLIZED). INT. CL. 9. (U.S. CL. 26). 
REG. 5-8-1990. 


ANTONIO'S. INT. CL. 9 ONLY. (U.S. CL. 44). REG. 
5-8-1990. 


THE HOTT SET-UP. INT. CL. 9. (U.S. CLS. 21, 23, 
26, 36 AND 38). REG. 5-8-1990. 

D (STYLIZED). INT. CLS. 9 AND 14. (U.S. CLS. 21, 
23, 26, 28, 36 AND 38). REG. 5-8-1990. 

MILLENNIUM. INT. CL. 9. (U.S. CL 
5-8-1990. 

OMNIPAC. INT. CL. 9. (U.S. CL. 26). REG. 5-8-1990. 

AIRPRENE. INT. CL. 10. (U.S. CL. 44). REG. 5-8-1990. 

EJC. INT. CL. 14. (U.S. CL. 28). REG. 5-8-1990. 

MISCELLANEOUS DESIGN. INT. CLS. 16 AND 17 
(U.S. CLS. 5 AND 37). REG. 5-8-1990 

TREACYFACES. INT. CLS. 16 AND 42. (U.S. CLS. 
14, 38, 100 AND 101). REG. 5-8-1990. 

CARVE-N-GLO. INT. CL. 16. (U.S. CL. 37). 
5-8-1990. 

NIKE AND DESIGN. INT. CL. 16. (U.S. CL. 38). REG 
5-8-1990. 

D DURACO (STYLIZED). INT. CL. 17. (U.S. CL. 35). 
REG. 5-8-1990. 

DARAGUARD. INT. CL. 1 
5-15-1990 

CHOPARD (STYLIZED). INT. CL. 14 ONLY. (U.S. CL. 
28). REG. 5-15-1990. 

TRILITE. INT. CL. 6. (U.S. CLS. 12 AND 13). REG. 
5-15-1990. 


INT. CL. 25. (U.S. CL. 39). REG. 


25. (U.S. CLS. 22 AND 39). REG. 


107) 


21). REG. 


REG 


(U.S. CL. 6). REG. 
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1,596,081. 


1,596,097. 


1,596,177 


1,596,214. 


1,596,235. 


1,596,265. 


1,596,305 


1,596,306 


1,596,316. 


1,596,360 


1,596,445. 


1,596,457. 


1,596,570. 


1,596,637. 


1,596,740. 


1,596,802. 


1,596,832. 


1,596,950 


1,596,981. 


1,596,986. 


1,597,010 


1,597,013. 


1,597,035 


1,597,054. 


1,597,087. 


1,597,178 


1,597,182. 


1,597,260 


1,597,350. 


1,597,363 


1,597,383. 


1,597,425. 


1,597,449 


1,597,472. 


1,597,477. 


OFFICIAL GAZETTE 


VARIOMAT. 
5-15-1990 

IMAGE CONTROL BOARD. INT. CL. 7. (U.S. CL. 23). 
REG. 5-15-1990. 

SPACE & TIME AND DESIGN. INT. CL. 9. (U.S. CLS. 
21 AND 26). REG. 5~15-1990. 

ACUHEALTH. INT. CL. 10. (U.S. CLS. 26, 39 AND 
44). REG. 5-15-1990. 

AQUA-CLEER. INT. CL. 11. 
5-15-1990. 

BUTLERBUILT. 
5-15-1990. 

KORLOFF. INT. CL. 14. 
5-15-1990. 

QUALIUM. INT. CL. 14. 
5-15-1990. 
FLORA-CARDS. 
5-15-1990. 
PERSPECTIVE. 

5-15-1990. 

TRANSCAT. 
5-15-1990. 

PARA STICK 'N’ DRY. INT. CL. 19. (US. CL. 12). 
REG. 5-15-1990. 

MONTY’S BAY SHORE AND DESIGN. INT. CLS. 25 
AND 42. (U.S. CLS. 39 AND 100). REG. 5-15-1990. 

MEGA MAN. INT. CL. 28. (U.S. CLS. 22, 23 AND 
38). REG. 5-15-1990. 

SUPERFAST REFUND AND DESIGN. 
AND 38. (US. CLS. 101 AND 
5-15-1990. 

SLUG FLUSH. 
5-15-1990. 

MARITRANS. 
5-15-1990 

KNIGHTS OF COLUMBUS. US. CL 
5-15-1990. 

EASY REACH. INT. CL. 
5-15-1990. 

SIMPLY POTATOES. INT. CL. 29. (U.S. CL. 46). REG. 
5-15-1990. 

PEFABLOC. INT. CL. 1. (U.S. CL. 6). REG. 5-22-1990. 

HOSTALUX. INT. CL. 1. (U.S. CL. 6). REG. 5-22-1990 

HYDROTUFF. INT. CL. 2. (US. CL. 11). REG. 
5-22-1990. 

NORFOX. INT. CL. 3. (U.S. CLS. 6 AND 52). REG. 
5-22-1990. 

PAINT-SAFE. INT. CL. 9 ONLY. (U.S. CLS. 26 AND 
39). REG. 5-22-1990 

CERBEC AND DESIGN. INT. CLS. 7 AND 12. (U.S 
CLS. 19 AND 23). REG. 5-22-1990. 

KRUPS. INT. CLS. 7, 9, 11 AND 16 ONLY. (U.S. CLS. 
21. 23, 24, 26, 31 AND 34). REG. 5-22-1990. 

HYGROMER. INT. CL. 9. (US. CL. 26). 
5-22-1990. 

PI (STYLIZED). INT. CLS. 12, 18 AND 25. (U.S. CLS. 
3, 19, 21, 23, 31, 35, 39 AND 44). REG. 5-22-1990 

LISA JENKS AND DESIGN. INT. CL. 14. (U.S. CL. 
28). REG. 5-22-1990. 

HEALTHLINE. INT. CL. 16. 
5-22-1990. 

3M (STYLIZED) 
5-22-1990. 

A AND DESIGN. 
5-22-1990 
MISCELLANEOUS DESIGN. INT. CL. 21 

2, 23, 26, 29 AND 50). REG. 5-22-1990 

LUMINEX AND DESIGN. INT. CL. 21. (U.S. CL. 29). 

REG. 5-22-1990. 


Or. Cth. 7. GS Ch. B BG 


(U.S. CL. 31). REG 


INT. CL. 12. (U.S. CL. 19). REG. 


(U.S. CL. 28). REG. 


(U.S. CL. 28). REG. 


INT. CL. 16. (U.S. CL. 38). REG. 


INT. CL. 16. (U.S. CL. 38). REG. 


INT. CL. 19. (U.S. CL. 12). REG. 


INT. CLS. 35 
104). REG 


INT. CL. 37. (U.S. CL. 103). REG. 


INT. CL. 39. (U.S. CL. 105). REG. 


200. REG 


21. (U.S. CL. 29). REG 


REG 


(U.S. CL. 38). REG 


INT. CL. 17. (U.S. CL. 5). REG 


INT. CL. 19. (U.S. CL. 12). REG. 


(U.S. CLS. 


1,597,478. 


1,597,485. 


1,597,490. 
1,597,497. 


1,597,514. 


1,597,650. 


1,597,685. 


1,597,716. 
1,597,737. 


1,597,742. 


1,597,808. 


1,597,838. 


1,597,873. 


1,597,878. 


1,597,894. 


1,598,016. 


1,598,098. 


1,598,099. 


1,598,122 


1,598,147. 
1,598,201. 


1,598,288. 


1,598,352. 


1,598,355. 
1,598,372. 


1,598,416. 
1,598,422. 


1,598,468. 


1,598,500. 


1,598,536. 


1,598,605. 


1,598,615. 


1,598,622. 


1,598,677 
1,598,888 
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LUMINEX. INT. CL. 21. 
5-22-1990. 

A AND DESIGN. INT. CL. 21. (U.S. CL. 33). REG. 
5-22-1990. 

QUEST. INT. CL. 22. (U.S. CL. 22). REG. 5-22-1990. 

ROYAL SATEEN. INT. CL. 24. (U.S. CL. 42). REG. 
5-22-1990. 

WOODFIELD COUNTRY CLUB. INT. CLS. 25, 36, 41 
AND 42. (U.S. CLS. 22, 39, 100, 101, 102 AND 
107). REG. 5-22-1990. 

SPORTSMIX. INT. CL. 
5-22-1990. 

RESCUE BAR. INT. CL. 30. (U.S. CL. 46). 
5-22-1990. 

KUDOS. INT. CL. 30. (U.S. CL. 46). REG. 5-22-1990. 

BUFFALO MINERAL SPRINGS WATER NATURE’S 
MATERIA MEDICA BUFFALO LITHIA SPRINGS 
PLANTATION *‘WHAT ADAM DRANK IN PARA- 
DISE."’ AND DESIGN. INT. CL. 32. (U.S. CL. 45). 
REG. 5-22-1990. 

GEORGE WASHINGTON PORTER. INT. CL. 32. (U.S. 
CL. 48). REG. 5-22-1990. 

W WARNER INSURANCE COMPANY AND DESIGN. 
INT. CL. 36. (U.S. CL. 102). REG. 5-22-1990. 


ON COMMAND VIDEO. INT. CL. 38. (U.S. CL. 104). 
REG. 5-22-1990. 

HARD COPY. INT. CL. 41. (U.S. CL. 
5-22-1990. 

MISCELLANEOUS DESIGN. INT. CL. 41. (U.S. CL. 
107). REG. 5-22-1990. 

SOLAR ENERGY INDUSTRIES ASSOCIATION AND 
DESIGN. INT. CL. 42. (U.S. CL. 100). REG. 
5-22-1990. 

ZAP CDNA. INT. CL. 1. (U.S. CL. 6). REG. 5-29-1990. 


EV AND DESIGN. INT. CLS. 5 AND 10. (U.S. CLS. 
6, 18, 44 AND 52). REG. 5-29-1990. 


EAGLE VISION AND DESIGN. INT. CL 
(U.S. CL. 44). REG. 5-29-1990. 


RAINBOW LIGHT NUTRITIONAL SYSTEMS. INT. 
CL. 5. (U.S. CL. 18). REG. 5-29-1990. 


EAGLE. INT. CL. 6. (U.S. CL. 12). REG. 5-29-1990. 


TG AND DESIGN. INT. CL. 7. (U.S. CL. 23). REG. 
5-29-1990. 

PURE GOLD. 
5-29-1990. 

FABRIVISION. 
5-29-1990 

Q-TECH. INT. CL. 9. (U.S. CL. 26). REG. 5-29-1990. 

METLINK. INT. CL. 9. (U.S. CLS. 26 AND 38). REG. 
5-29-1990. 

DINO. INT. CL. 9. (U.S. CL. 26). REG. 5-29-1990. 

FLEXITONE (STYLIZED). INT. CL. 10. (U.S. CL. 44). 
REG. 5-29-1990. 

PROPONENT (STYLIZED). INT. CL. 12. (U.S. CL. 19). 
REG. 5-29-1990. 

JOHN ROBERTS. INT. CL. 
5-29-1990. 

QUIEN SABE DOS LENGUAS VALE POR DOS. INT. 
CL. 16. (U.S. CL. 38). REG. 5-29-1990. 

MISCELLANEOUS DESIGN. INT. CL. 18. (US. CL. 
3). REG. 5-29-1990. 

SOUTHERN GOLD. INT. CL. 19. (U.S. CL. 12). REG. 
5-29-1990. 

NOVOLITE. INT. CL. 19. 
5-29-1990. 

SKIDS. INT. CL. 25. (U.S. CL. 39). REG. 5-29-1990. 

TM TARGETED MANAGEMENT (STYLIZED). INT. 
CLS. 35 AND 41. (U.S. CLS. 10! AND 107). REG 
5-29-1990. 


(U.S. CL. 29). REG. 


29. (U.S. CL. 46). REG. 


REG. 


107). REG. 


10 ONLY. 


INT. CL. 9. (U.S. CL. 36). REG. 


INT. CL. 9. (U.S. CL. 26). REG. 


14. (U.S. CL. 28). REG. 


@s. CL. 12) RBG. 
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1,598,936. 


1,599,025. 
1,599,033. 


1,599,034. 
1,599,049. 
1,599,077. 
1,599,099. 


1,599,155. 
1,599,160. 


1,599,198. 
1,599,238. 
1,599,239. 
1,599,240. 
1,599,242. 
1,599,372 


1,599,444. 
1,599,523. 


1,599,561. 
1,599,579 
1,599,590. 
1,599,637. 


1,599,651. 
1,599,741 


1,599,763. 
1,599,777. 
1,599,910. 
1,599,980. 
1,600,013. 
1,600,019. 
1,600,063. 
1,600,070. 


1,600,086. 
1,600,088. 


1,600,123. 
1,600,128. 


1,600,138. 
1,600,157. 


1,600,164. 


1,600,224. 
1,600.231. 


2001 


TRAVEL PROFESSIONALS INTERNATIONAL. INT. 
CL. 39. (U.S. CLS. 100 AND 105). REG. 5-29-1990. 

BUSH. INT. CL. 42. (U.S. CL. 101). REG. 5-29-1990 

VENCOR. INT. CL. 42. (U.S. CL. 100). REG 
5-29-1990. 

A ROUND TUIT AND DESIGN. INT. CL. 42. (U.S 
CL. 100). REG. 5-29-1990. 

THE PROFESSIONAL EDUCATOR’S SERVICE ORGA- 
NIZATION. INT. CL. 36. (U.S. CL. 102). REG. 
5-29-1990. 

SPECTRAFIL. INT. CL. 1. (U.S. CL. 2). REG. 6-5-1990. 

AROMAGLOBE AND DESIGN. INT. CL. 3. (U.S. CL. 
51). REG. 6-5-1990. 

LOTENSIN. INT. CL. 5. (U.S. CL. 18). REG. 6-5-1990. 


MONOCLATE-P. INT. CL. 5. (US. CL. 18). REG. 
6-5-1990. 


TECNOLUMEN. INT. CL 
REG. 6-5-1990. 

1185. INT. CL. 7. (U.S. CL. 23). REG. 6-5-1990. 

2215. INT. CL. 7. (U.S. CL. 23). REG. 6-5-1990. 

1165. INT. CL. 7. (U.S. CL. 23). REG. 6-5-1990. 

2210. INT. CL. 7. (U.S. CL. 23). REG. 6-5-1990. 


HER OWN WORDS. INT. CL. 9. (U.S. CLS. 21 AND 
38). REG. 6-5-1990. 


GENESYS. INT. CL. 10. (U.S. CL. 44). REG. 6-5-1990. 


RISK SHEETS. INT. CL. 16. (US. CL. 38). REG. 
6-5-1990. 


THE WORLDPAPER. INT. CL. 16. (U.S. CL. 38). REG. 
6-5-1990. 


HER OWN WORDS. INT. CL. 16. (U.S. CL. 38). REG. 
6-5-1990. 

THE DAILY SENTINEL. INT. CL 
REG. 6-5-1990. 


DR. GOODBONES. INT. CL. 20. (U.S. CL. 32). REG. 
6-5-1990. 

BRITE. INT. CL. 21. (U.S. CL. 2). REG. 6-5-1990 

CHESTER’S. INT. CL. 29. (US. CL. 46). REG. 
6-5-1990. 

HERSHEY'S GOLDEN COLLECTION. INT. CL. 30. 
(U.S. CL. 46). REG. 6-5-1990. 


TOP NOTCH. INT. CL. 31. (US. CL. 46). 
6-5-1990. 


R AND DESIGN. INT. CL. 37. (U.S. CL. 103). REG. 
6-5-1990. 


FAMILYFEST. INT. CL. 41. (U.S. CLS. 100 AND 107). 
REG. 6-5-1990. 

WINDOW WORKS AND DESIGN. INT. CL. 42. (U.S 
CL. 101). REG. 6-5-1990. 


A&A MIDWEST. INT. CL. 42. (U.S. CL. 101). REG 
6-5-1990. 

GRINGO’S. 
6-S—1990. 


HER OWN WORDS. INT. CL. 42. (U.S. CL. 101). REG. 
6-5-1990. 


POLITIX. INT. CL. 42. (U.S. CL. 101). REG. 6-5-1990. 


BUFFALO ROADHOUSE. INT. CL. 42. (U.S. CL. 100). 
REG. 6-5-1990. 


NEW YORK CLASSICS (STYLIZED). 
(U.S. CL. 39). REG. 6-5-1990. 


NATIVES ONLY. INT. CL. 31. (U.S. CL. 1). REG. 
6-S—1990. 


LOVIBOND. INT. CL. 1. (U.S. CL. 6). REG. 6-12-1990. 


MORTON PAINT CO. AND DESIGN. INT. CL. 1. (U.S. 
CLS. 1, 5 AND 12). REG. 6-12-1990. 


STORAGE-MATE. INT. CL. 1. (US. 
6-12-1990. 


ELEGANT. INT. CL. 3. (U.S. CL. 51). REG. 6-12-1990. 
PEUSEK. INT. CL. 3. (U.S. CL. 51). REG. 6-12-1990. 


11 ONLY. (U.S. CL. 21). 


16. (U.S. CL. 38). 


REG. 


INT. CL. 42. (U.S. CL. 100). REG 


INT. CL. 25. 


CL. 6). REG. 
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1,600,258. 


1,600,316. 


1,600,317. 


1,600,332. 
1,600,351. 
1,600,410. 


1,600,592. 


1,600,593. 


1,600,624. 
1,600,699. 


1,600,708. 


1,600,719. 


1,600,724. 


1,600,735. 


1,600,756. 


1,600,765. 


1,600,825. 


1,600,875. 


1,600,891. 


1,600,920. 


1,600,921. 


1,600,922. 


1,600,958. 


1,601,080. 


1,601,085. 


1,601,104. 
1,601,275. 


1,601,281. 


1,601,381. 


1,601,409. 


1,601,430 


1,601,513. 


1,601,589. 


1,601,606. 


1,601,643. 


1,601,738. 
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AUTOPHORETIC. INT. CL. 3. (U.S. CL. 52). REG. 
6-12-1990. 


DELLA-SPRAY & DIP. INT. CL. 5. (U.S. CL. 18). REG. 
6-12-1990. 


DELLA-CARE. INT. CL. 5. 
6-12-1990. 

G-30. INT. CL. 6. (U.S. CL. 14). REG. 6-12-1990. 

DYNAMIC. INT. CL. 6. (U.S. CL. 12). REG. 6-12-1990. 

MISCELLANEOUS DESIGN. INT. CL. 9. (U.S. CLS. 
21 AND 23). REG. 6-12-1990. 

STYLE LINE. INT. CL. 9. (U.S. CLS. 21 AND 26). 
REG. 6-12-1990. 

SOZRA AND DESIGN. INT. CLS. 9 AND 14. (US. 
CLS. 28 AND 36). REG. 6-12-1990. 

KELMAN. INT. CL. 10. (U.S. CL. 44). REG. 6-12-1990. 

BALLOON-A-TICK. INT. CL. 14. (U.S. CL. 27). REG. 
6-12-1990. 

A TOM ANDERSON GUITARWORKS (STYLIZED). 
INT. CL. 15. (U.S. CL. 36). REG. 6-12-1990. 

PLOUCQUET. INT. CLS. 16, 17, 24 AND 25. (US. 
CLS. 1, 2, 5, 22, 23, 29, 37, 38, 39, 42 AND 50). 
REG. 6-12-1990. 

PRESS NOTES. INT. CL. 
6-12-1990. 

MISCELLANEOUS DESIGN. INT. CL. 16. (US. CL. 
38). REG. 6-12-1990. 

AMERICA’S FASTEST GROWING COMPANIES. INT. 
CL. 16. (U.S. CL. 38). REG. 6-12-1990. 

TRAINING. INT. CL. 16. (US. CL. 
6-12-1990. 

HEALTH PROGRESS. INT. CL. 16. (U.S. CL. 38). REG. 
6-12-1990. 

PHOTOBOX. INT. CL. 20. 
6-12-1990. 

MISCELLANEOUS DESIGN. INT. CL. 20. (US. CL. 
32). REG. 6-12-1990. 

CHOWNING’S TAVERN. INT. CL. 21. (U.S. CLS. 2 
AND 30). REG. 6-12-1990. 

CHRISTIANA CAMPBELL’S TAVERN. INT. CL. 21. 
(U.S. CLS. 2 AND 30). REG. 6-12-1990. 

SHIELDS TAVERN. INT. CL. 21. (U.S. CLS. 2 AND 
30). REG. 6-12-1990. 

ARMAND BASI AND DESIGN. INT. CL. 25. (US. 
CLS. 22 AND 39). REG. 6-12-1990. 

HAZIE’S DAZIE. INT. CL. 28. (U.S. CL. 22). REG. 
6-12-1990. 

EARBEAR. INT. CL. 28. 
6-12-1990. 

AIRDYNE. INT. CL. 28. (U.S. CL. 22). REG. 6-12-1990. 

HESS VINEYARDS ON MOUNT VEEDER AND DE- 
SIGN. INT. CL. 33. (U.S. CL. 47). REG. 6-12-1990 

SAN TROPIQUE (STYLIZED). INT. CL. 33. (U.S. CL. 
49). REG. 6-12-1990. 

RICHMOND AMERICAN. INT. CL. 37. (U.S. CL. 103). 
REG. 6-12-1990. 

URSAT. INT. CLS. 38 AND 41. (U.S. CLS. 104 AND 
107). REG. 6-12-1990. 

HALL EXPRESS SERVICE. INT. CL. 39. (US. CL. 
105). REG. 6-12-1990. 

PANCHO CLAUS. INT. CL. 42. (U.S. CL. 100). REG. 
6-12-1990. 

SKOOL LUNCH. INT. CL. 42. (US. CLS. 100 AND 
101). REG. 6-12-1990. 

KOJO OF JAPAN. INT. CL. 42. (U.S. CL. 100). REG. 
6-12-1990. 

BIRTHDAY BRACELET. INT. CL. 14. (U.S. CL. 22). 
REG. 6-12-1990. 

CARNAVAL. INT. CL. 3. 
6-19-1990. 


(U.S. CL. 18). REG. 


16. (U.S. CL. 38). REG. 


38). REG. 


(U.S. CL. 2). REG. 


(U.S. CL. 22). REG. 


(U.S. CL. 51). REG 
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CASSINI. INT. CL. 3. (U.S. CL. 51). REG. 6-19-1990. 

LIQUI TECH. INT. CL. 3. (US. CL. 4). REG 
6-19-1990. 

MISCELLANEOUS DESIGN. INT. CL. 5. (U.S. CL. 18). 
REG. 6-19-1990. 

GOLDEN EAGLE. INT. CL. 7. (U.S. CL. 23) 
6-19-1990. 

INTERTON. INT. CL. 10 ONLY. (U.S. CL. 44). REG. 
6-19-1990. 

MIRROR III (STYLIZED). INT. CL. 9. (U.S. CL 
REG. 6-19-1990. 

ARMORED MAGNETEMP. INT. CL. 9. (U.S. CL. 26) 
REG. 6-19-1990 

MISCELLANEOUS DESIGN. INT. CL. 9. (U.S. CL. 21). 
REG. 6-19-1990. 

NDX (STYLIZED). INT. CL. 10. (U.S. CL. 44). REG. 
6-19-1990. 
UNICO SYSTEM. 
6-19-1990. 
PROMAX. INT. CL. 12. (U.S. CL. 19). REG. 6-19-1990. 
SAVE THE EARTH. INT. CL. 16. (U.S. CL. 38). REG 

6-19-1990. 

MEDI-LOGIC 
6-19-1990. 

PERDUE DONE IT!. INT. CL. 29. (U.S. CL. 46). REG. 
6-19-1990. 

YANKEE OLE’. 
6-19-1990. 

NICHOLAS A. PAPANICHOLAS (STYLIZED). 
CL. 30. (U.S. CL. 46). REG. 6-19-1990. 

CHOC-O-RICH. INT. CL. 30. (U.S. CL. 46). 
6-19-1990. 

NUTTY SENSATIONS. INT. CL. 30. (U.S. CL. 46). 
REG. 6-19-1990. 

PARK WEST G-A-L-L-E-R-Y AND DESIGN. INT. CLS. 
35, 37, 41 AND 42. (U.S. CLS. 100, 101, 103 AND 
107). REG. 6-19-1990. 

NATIONAL SEMI-TRAILER CORP. AND DESIGN. 
INT. CL. 39. (U.S. CLS. 100 AND 105). REG. 
6-19-1990 

FB AMERICAN FARM BUREAU FEDERATION AND 
DESIGN. INT. CL. 42. (U.S. CL. 100). REG. 
6-19-1990. 

THE BLUE MOOSE AND DESIGN. INT. CL. 42. (U.S. 
CL. 100). REG. 6-19-1990. 

AWI (STYLIZED). INT. CL. 42. (U.S. CL. 100). REG. 
6-19-1990. 

SYMBOL OF EXCELLENCE YOUR GUARANTEE OF 
QUALITY AWI AND DESIGN. INT. CL. 42. (U.S. 
CL. 100). REG. 6-19-1990. 

MISCELLANEOUS DESIGN. 
100). REG. 6-19-1990. 

FRY KIDS. INT. CL. 42. 
6-19-1990. 

NUTCRACKER SUITE. INT. CL. 8. (U.S. CL. 23). REG 
6-26-1990. 

JEFFERSON. INT. CL. 9. (U.S. CLS. 21 AND 26). REG. 
6-26-1990. 

ALPHA FOUR. 
6-26-1990. 

UNIMAT. INT. CL. 11. (U.S. CL. 34). REG. 6-26-1990. 

MALIBU (STYLIZED). INT. CL. 12. (U.S. CL. 19). 
REG. 6-26-1990. 

LA VOZ. INT. CL. 15. (U.S. CL. 36). REG. 6-26-1990 

REGFILE-SYSTEM (STYLIZED). INT. CL. 16. (US. 
CL. 38). REG. 6-26-1990. 

CRAFTED COMFORT. INT. CL. 20. (U.S. CL. 32). 
REG. 6-26-1990. 

GASTELLER. INT. CL. 37. 
6-26-1990. 


REG. 


38). 


INT. CL. 11. (U.S. CL. 34). REG. 


INT. CL. 28. (U.S. CL. 22). REG. 


INT. CL. 30. (U.S. CL. 46). REG. 


INT 


REG. 


INT. CL. 42. (U.S. CL. 


(U.S. CL. 100). REG. 


INT. CL. 9. (U.S. CL. 38). REG 


(U.S. CL. 103). REG. 
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BACKPACKERS. INT. CL. 42. (U.S. CL. 100). REG 
6-26-1990. 

TREASURE HUNT AND DESIGN. INT. CL. 42. (U.S. 
CL. 101). REG. 6-26-1990. 


REPAIRITQUIK (STYLIZED). INT. CL. 1 
6). REG. 6-26-1990. 

MB AND DESIGN. INT. CLS. 16 AND 19 ONLY. (U.S 
CLS. 2, 12 AND 37 ONLY). REG. 7-3-1990 

RHEOFINISH. INT. CL. 1. (U.S. CL. 6). REG. 7-3-1990. 

STAMYLEX. INT. CL. 1. (U.S. CLS. 1, 5. 6, 10, 26 
AND 46). REG. 7-3-1990. 

TRU NAILS. INT. CL. 3. (US. CLS. 4, 5, 6, 51 AND 
52). REG. 7-3-1990. 

ACES. INT. CL. 5. (U.S. CL. 18). REG. 7-3-1990. 

FIRE SCOUT. INT. CL. 9. (U.S. CLS. 21 AND 26). 
REG. 7-3-1990. 

CALVIN KLEIN (STYLIZED). INT. CL. 18. (U.S. CL. 
3). REG. 7-3-1990. 

NOUVEAU. INT. CL. 21. (U.S. CLS. 2 AND 13). REG. 
7-3-1990. 

SIMPICH. INT. CL. 28. (U.S. CL. 22). REG. 7-3-1990. 

MANAGED FUNDING. INT. CL. 36. (U.S. CLS. 101 
AND 102). REG. 7-3-1990. 

SUPERGRIP. INT. CL. 1. (U.S. CL. 5). REG. 7-10-1990. 

SALSA NATURALA. INT. CL. 30. (U.S. CL. 46). REG. 
7-10-1990. 

RIOJA CLARETE CUNE COMPANIA VINICOLA DEL 
NORTE DE ESPANA FUNDADA EN 1879 AND 
DESIGN. INT. CL. 33. (U.S. CL. 47). REG. 
7-10-1990. 

BUYER'S HELPER. INT. CL. 36. (U.S. CLS. 101 
102). REG. 7-10-1990. 

PETRO AND DESIGN. INT. CL. 42. (U.S. CLS. 100 
AND 103). REG. 7-10-1990. 

TAPE TWIN AND DESIGN. INT. CLS. 9 AND 16. 
(US. CLS. 26 AND 38). REG. 7-17-1990. 

DJ (STYLIZED). INT. CL. 14. (U.S. CL. 28). 
7-17-1990. 

LEAN CUISINE (STYLIZED). INT. CL. 30. (U.S. CL. 
46). REG. 7-17-1990. 

GRAND CANYON RAILWAY AND DESIGN. INT. CL. 
39. (U.S. CL. 105). REG. 7-17-1990. 

HACIENDA. INT. CLS. 41 AND 42. (U.S. CLS. 100 
AND 107). REG. 7-17-1990. 

XIV KARATS LTD.. INT. CL. 42. (U.S. CL. 101). REG. 
7-17-1990. 

DFS/USA. INT. CL. 42. 
7-17-1990. 

PERSPECTIVES. INT. CL. 42. (U.S. CL. 
7-17-1990. 

AIDSLINE. INT. CL. 42. (U.S. CLS 
REG. 7—17-1990. 

UNDERCAR DIGEST AND DESIGN. INT. CL. 16. (U.S. 
CL. 38). REG. 7-17-1990. 

OMEGA-PLY. INT. CL. 6. 
7-24-1990. 

OMEGA FOAM-PLY. INT. CL. 6. (U.S. CL. 12). 
7-24-1990. 

CENTA. INT. CLS. 7 AND 12. (US. CLS. 19 
23). REG. 7-24-1990. 

OPEL AND DESIGN. INT. CLS. 7, 16 AND 41. 
CLS. 23, 38 AND 107). REG. 7-24-1990. 

FLEXOVIT. INT. CL. 7. (U.S. CL. 23). REG. 7-24-1990. 

ELEC-TROL AND DESIGN. INT. CL. 9. (U.S. CL. 26). 
REG. 7-24-1990. 

MISCELLANEOUS DESIGN. INT. CL. 
19). REG. 7-24-1990. 

CHARVEL (STYLIZED). INT. CL. 15. (U.S. CL. 36). 
REG. 7-24-1990. 


(U.S. CL. 


AND 


REG. 


(U.S. CL. 101). REG. 


100). REG. 
100 AND 101) 


(U.S. CL. 12). REG. 
REG. 
AND 


(US. 


12. (U.S. CL. 
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STEWARDSHIP. INT. CL. 36. (U.S. CLS. 100, 101 AND 
102). REG. 7-24-1990. 
J SERIES. INT! CL. 7. (U.S. CL. 23). REG. 7-31-1990 


HYDRA VISION. INT. CL. 10. (U.S. CL. 44). REG 
7-31-1990 


IN-LINE. INT. CL 
7-31-1990 
AMERICAN LEGAL FORMS. INT. CL. 16. (U.S. CL. 
38). REG. 7-31-1990 
MISCELLANEOUS DESIGN. 
38). REG. 7-31-1990. 


PHYDBACK AND DESIGN. INT. CL. 35. (U.S. CL. 
101). REG. 7-31-1990. 


BIGGER WINNERS, MORE OFTEN. INT. CL. 41. (U.S. 
CL. 107). REG. 7-31-1990. 


LEAN CUISINE (STYLIZED). INT. CL. 29. (U.S. CL. 
46). REG. 8-7-1990. 

TWO BY TWO. INT. CL. 30. (U.S. CL. 46). REG. 
8-7-1990. 

HERC. INT. CL. 37. (U.S. CLS. 100 AND 103). REG. 
8-7-1990. 

OLIVE JAR. 
8-7-1990. 

INFECTIOUS DISEASES IN CHILDREN. INT. CL. 16. 
(U.S. CL. 38). REG. 8-7-1990. 

HOMERS. INT. CL. 30. (U.S. CL. 46). REG. 8-14-1990. 

BUDGET $AVER AND DESIGN. INT. CL. 30. (U.S. 
CL. 46). REG. 8-14-1990. 

ULTRA POWER. INT. CL. 39. (U.S. CL. 105). REG. 
8-14-1990. 

ATEN (STYLIZED). INT. CL. 9. (U.S. CLS. 26 AND 
38). REG. 8-21-1990. 

COUNTRY FRENCH. INT. CL. 29. (U.S. CL. 46). REG. 
8-21-1990. 

T38. INT. CL. 7. (U.S. CL. 23). REG. 8-28-1990. 


BIG O TIRES AND DESIGN. INT. CLS. 12 AND 42 
(U.S. CLS. 35 AND 101). REG. 8-28-1990. 


**... BUILDING PROFESSIONALISM IN 
PROJECTMANAGEMENT...”" (STYLIZED). INT. 
CLS. 16 AND 42. (U.S. CLS. 38 AND 100). REG. 
8-28-1990. 

MBTI. INT. CL. 16. (U.S. CL. 38). REG. 8-28-1990. 

SEAL-PAK. INT. CL. 20. (U.S. CLS. 2 AND 50). REG. 
8-28-1990. 

PARK B. SMITH LTD. (STYLIZED). INT. CLS. 24 
AND 27. (U.S. CL. 42). REG. 8-28-1990. 


PUBLISHERS CLEARING HOUSE. INT. CL. 35. (U.S. 
CLS. 100 AND 101). REG. 8-28-1990. 

DIAMOND TOURS, INC. INT. CL. 39. (U.S. CL. 105). 
REG. 8-28-1990. 

PUBLISHERS CLEARING HOUSE. INT. CL. 42. (US. 
CLS. 100 AND 101). REG. 8-28-1990. 

GUYS. INT. CL. 16. (U.S. CL. 38). REG. 8-28-1990. 


LIGHT WATER. INT. CL. 1. (U.S. CL. 6). REG. 
9-4-1990. 


3M (STYLIZED). INT. CL. 1. (U.S. CLS. 1 AND 5). 
REG. 9-4-1990. 

BLAIREX. INT. CL. 5. (U.S. CLS. 6 AND 18). REG. 
9-4-1990. 

STAMINA. INT. CL. 28. (U.S. CL. 22). REG. 9-4-1990. 

CLUB DEMONSTRATION SERVICES. INT. CL. 35. 
(U.S. CL. 101). REG. 9-4-1990. 

MISCELLANEOUS DESIGN. INT. CL. 42. (U.S. CL. 
101). REG. 9-4-1990. 

MODERN TIMES. INT. CL. 42. (U.S. CL. 101). REG. 
9-4-1990. 

SERVO-TEK. 
9-11-1990. 

NOVAMEDIX. 
9-11-1990. 


12. (U.S. CLS. 19 AND 23). REG. 


mT. CL. 16. QS. CL. 


INT. CL. 41. (U.S. CL. 107). REG. 


INT. CL. 7. (U.S. CL. 23). REG. 


INT. CL. 10. (U.S. CL. 44). REG. 
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1,614,595. 


1,614,626. 
1,614,814. 
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1,616,069. 
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1,616,257. 


1,616,553. 
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1,616,613. 


1,616,918. 


1,617,029. 
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ELECTONE. 
9-11--1990. 

H AND DESIGN. INT. CL. 15. (U.S. CL. 36). REG. 
9-11-1990. 

MUTUAL FUND INVESTING. INT. CL. 16. (U.S. CL. 
38). REG. 9-11-1990. 

THERMALCOR. INT. CL. 20. (U.S. CL. 50). REG 
9-11-1990 
ULTRA DRESS. 
9-11-1990. 
HONEYCUP. INT. CLS. 29 AND 30. (U.S. CL. 46). 
REG. 9-11-1990. 

MA BROWN. INT. CL. 

9-11-1990. 

THE HOWARD MARLBORO GROUP. 
(U.S. CL. 101). REG. 9-11-1990. 
ECOWATER SYSTEMS. INT. CL. 42. (U.S. CL. 101). 

REG. 9-11-1990. 


IMAGEGARD. INT. CL. 1. (U.S. CLS. 6 AND 26). REG. 
9-18-1990. 


LEM. INT. CL. 9. (US. 
9-18-1990. 

EMIT. INT. CL. 9. (U.S. CL. 21). REG. 9-18-1990. 

MISCELLANEOUS DESIGN. INT. CL. 14. (U.S. CL. 
28). REG. 9-18-1990. 

THE LEK PARTNERSHIP. INT. CL. 35. (U.S. CLS. 
101 AND 102). REG. 9-18-1990. 

BE AND DESIGN. INT. CL. 36. (U.S. CLS. 101 AND 
102). REG. 9-18-1990. 

RONALD’S PLAYPLACE AND DESIGN. INT. CL. 41. 
(U.S. CL. 107). REG. 9-18-1990. 

LAS REPLACEMENT PARTS, INC. AND DESIGN. 
INT. CL. 42. (U.S. CL. 101). REG. 9-18-1990. 


BOOK WAREHOUSE AND DESIGN. INT. CL. 42. (U.S. 
CL. 101). REG. 9-18-1990. 


PM-ONEVAX. INT. CL. 5. 
9-25-1990. 

T45. INT. CL. 7. (U.S. CL. 23). REG. 9-25-1990. 

BIZ WIZ. INT. CL. 16. (U.S. CL. 38). REG. 9-25-1990. 

GRASS-PLUS. INT. CL. 31. (US. CL. 46). REG. 
9-25-1990. 

LOGIS. INT. CL. 38. (U.S. CL. 104). REG. 9-25-1990. 

CRS COMMUNICATOR. INT. CL. 42. (U.S. CLS. 100 
AND 101). REG. 9-25-1990. 

ZONA. INT. CL. 42. (U.S. CLS. 100 AND 101). REG. 
9-25-1990. 

PIN-SELECT. INT. CL. 35. (U.S. CLS. 101 AND 102). 
REG. 9-25-1990. 

MISCELLANEOUS DESIGN. INT. CLS. 9, 35 AND 42. 
(U.S. CLS. 26, 39, 100 AND 101). REG. 10-2--1990. 

SUMITEC. INT. CL. 37. (U.S. CL. 103). REG. 
10-2-1990. 

THE IVY LEAGUE AND DESIGN. INT. CL. 41. (U.S 
CL. 107). REG. 10-2-1990. 

FITZGERALDS. INT. CL. 42. (U.S. CL. 
10-2-1990. 


PHEASANTS FOREVER AND DESIGN. U.S. CL. 200. 
REG. 10-2-1990. 


FOCUS ON THE FAMILY SOUND WRITINGS AND 
DESIGN. INT. CL. 9. (US. CL. 36). REG. 
10-9-1990. 

MISCELLANEOUS DESIGN. INT. CLS. 11 AND 40. 
(U.S. CLS. 31 AND 106). REG. 10-9-1990. 

DUST-PAK. INT. CL. 11. (U.S. CL. 31). 
10-9-1990. 

AMISH KITCHENS. INT. CL. 30. (U.S. CL. 46). REG. 
10-9-1990. 

MONOGRAM CREDIT CARD BANK OF GEORGIA 
AND DESIGN. INT. CL. 36. (U.S. CL. 102). REG. 
10-9-1990. 


INT. CL. 15. (U.S. CL. 36). REG. 


INT. CL. 25. (U.S. CL. 39). REG. 


29. (U.S. CL. 46). REG. 


INT. CL. 35. 


CLS. 21 AND 26). REG. 


(U.S. CL. 18). REG. 


100). REG. 


REG. 
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1,621,005. 
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OVER THIRTY GUITAR CLUB (STYLIZED). INT. CL. 


41. (U.S. CL. 107). REG. 10-9-1990 


POUR POURRI. INT. CL. 3. (U.S. CL. 
10-16-1990. 

THE WATERING SYSTEM AND DESIGN. 
6. (U.S. CL. 13). REG. 10-16-1990. 


DIRECTTELLER. INT. CL. 9. (U.S. CL. 38). REG 
10-16-1990. 


WEIGHTMINDER. INT. CL. 9. (U.S. CL. 26). REG. 
10-16-1990. 


RLM. INT. CL. 16. (U.S. CL. 37). REG. 10-16-1990. 


RED RYDER ROUNDUP. INT. CL. 25. (U.S. CL. 39). 
REG. 10-16-1990. 
CHOCZELS. INT. CL. 

10-16-1990. 
RESOURCE RECOVERY. INT. CL. 37. (U.S. CL. 103). 
REG. 10-16-1990. 
HSZ. INT. CL. 1. (U.S. CL. 6). REG. 10-23-1990. 
PETITES. INT. CL. 3. (U.S. CL. 51). REG. 10-23-1990. 
CAREFOR. INT. CL. 5. (U.S. CL. 44). REG. 
10-23-1990. 
SRS. INT. CL. 6. (U.S. CL. 12). REG. 10-23-1990. 


MULTI-ROUTER. INT. CL. 7. (U.S. CL. 23). REG. 
10-23-1990. 

SYNOPSYS. INT. CL. 9. 
10-23-1990. 

AUTOBLEND. 
10-23-1990. 

SWAT. INT. CL. 16. (U.S. CL. 38). REG. 10-23-1990. 

DURHAM. INT. CL. 25. (US. CL. 39). REG. 
10-23-1990. 

BILL’S BEST. 
10-23-1990. 

TEL-SERV. INT. CL. 36. 
10-23-1990. 

AWARDS FOR PUBLICATION EXCELLENCE APEX 
*90 A AND DESIGN. INT. CL. 41. (U.S. CL. 107). 
REG. 10-23-1990. 

RPM PIZZA, INC. INT. CL. 42. (U.S. CL. 100). REG. 
10-23-1990. 

OLD WHITE CLUB. INT. CL. 42. (U.S. CL. 100). REG. 
10-23-1990. 

VALUE T. INT. CL. 
10-23-1990. 

TEELOX. INT. CL. 6. (U.S. CL. 13). REG. 10-30-1990. 


51). 


INT. CL 


30. (U.S. CL. 46). REG. 


(U.S. CL. 38). REG. 


INT. CL. 10. (U.S. CL. 44). REG. 


INT. CL. 31. (U.S. CL. 46). REG 


(U.S. CL. 102). REG. 


25. (US. CL. 39). REG. 


TONE AND DESIGN. INT. CL. 7. (U.S. CL. 23). REG. 


10-30-1990. 

THE SOYBEAN SCORCHER. INT. CL. 16. (U.S. CL. 
38). REG. 10-30-1990. 

COLORGUARD. INT. CL. 20. (U.S. CLS. 44 AND 50). 
REG. 10-30-1990. 

KIMLAN AND DESIGN. INT. CL. 29. (U.S. CL. 46). 
REG. 10-30-1990. 

MESQUITE GRANDPA’S CHOICE AND DESIGN. INT. 
CL. 29. (U.S. CL. 46). REG. 10-30-1990. 

ONE OF A KIND ENTERTAINMENT AGENCY. INT. 


CL. 35. (US. CLS. 101 AND 107). REG. 
10-30-1990. 


HOME BUILDERS INSURANCE PROGRAM. INT. CL. 
36. (U.S. CLS. 101 AND 102). REG. 10-30-1990. 


REG. 


MUG-A-BUG. 
11-6-1990. 


INT. CL. 5. (US. CL. 6). 


HUGGER. INT. CL. 6. (U.S. CL. 13). REG. 11-6-1990. 
COMFORT LIGHT. INT. CL. 9. (U.S. CL. 21). REG. 


11-6-1990. 


Al AND DESIGN. INT. CL. 9. (U.S. CL. 21). REG. 


11-6-1990. 


HANDI WIPES HEAVY WIPES (STYLIZED). INT. CL. 


21. (U.S. CL. 29). REG. 11-6-1990. 


REG. 


1,621,287. 


1,621,420. 


1,621,442. 


1,621,469. 
1,621,505. 


1,621,670. 


1,621,712. 


1,621,751. 
1,621,791. 


1,621,852. 


1,622,150. 


1,622,171. 
1,622,311. 


1,622,668. 


1,622,671. 


1,622,890. 


1,623,041. 


1,623,206 


1,623,245. 


1,624,012. 


1,624,304. 


1,624,315. 


1,624,561. 


1,624,581. 


1,624,956. 


1,625,056. 


1,625,265. 


1,625,437. 


1,625,575. 


1,625,576. 


1,625,932. 


1,625,940. 


1,626,012. 


1,626,127. 


1,626,300. 


1,626,598. 
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E.S.O. (STYLIZED). INT. CL. 25. (U.S. CLS. 22 AND 
39). REG. 11-6-1990. 


BIZAC DEPUIS 1825 AND DESIGN. INT. CL. 29. (U.S. 
CL. 46). REG. 11-6-1990. 


GRANDPA’S CHOICE AND DESIGN. 
(U.S. CL. 46). REG. 11-6-1990. 


CERES. INT. CL. 30. (U.S. CL. 46). REG. 11-6-1990. 


HIGH ALTITUDE. INT. CL. 30. (U.S. CL. 46). REG. 
11-6-1990. 


THE ART INSTITUTE OF DALLAS. INT. CL. 41. (U.S. 
CLS. 100, 101 AND 107). REG. 11-6-1990 


MISCELLANEOUS DESIGN. INT. CL. 42. (U.S. CL. 
100). REG. 11-6-1990. 


SIA. INT. CL. 42. (U.S. CL. 100). REG. 11-6-1990. 


HEALTHY HEART EXAM. INT. CL. 42. (U.S. CL. 100). 
REG. 11-6-1990. 

AUTOMOTIVE GOOP. INT. CL. 1. (U.S. CL. 5). REG 
11-13-1990. 

PEST-A-CATOR. INT. CL. 9. (U.S. CLS. 21 AND 50). 
REG. 11-13-1990. 

ESIG. INT. CL. 9. (U.S. CL. 26). REG. 11-13-1990. 

STATEMENT SERIES. INT. CL. 10. (U.S. CL. 44). 
REG. 11-13-1990. 

PANTS PROTECTOR. INT. CL. 27. (U.S. CLS. 19 AND 
50). REG. 11-13-1990. 

MISCELLANEOUS DESIGN. INT. CL. 28. (U.S. CL. 
22). REG. 11-13-1990. 

SUMITEC (STYLIZED). INT. CL. 37. (U.S. CL. 103). 
REG. 11-13-1990. 

HERSHEY'S. INT. CL. 42. 
11-13-1990. 

THE THYMES LIMITED. INT. CL. 3. (U.S. CLS. 51 
AND 52). REG. 11-20-1990. 

RONILAN. INT. CL. 5. (U.S. CLS. 6, 18, 44, 46, 51 
AND 52). REG. 11-20-1990. 

PREFERRED CHOICE. INT. CL. 36. (U.S. CL. 102). 
REG. 11-20-1990. 

FABRION. INT. CLS. 35 AND 41 ONLY. (U.S. CLS. 
101, 103 AND 106 ONLY). REG. 11-27-1990. 

MARINE GOOP. INT. CL. 1. (U.S. CL. 5). 
11-27-1990. 

SMITH DIGI-TRAN. INT. CL. 9. (U.S. CLS. 21 AND 
26). REG. 11-27-1990. 

YST. INT. CL. 9. (US. CLS. 21 
11-27-1990. 
TRIPLE CROWN OF SURFING 
CL. 39). REG. 11-27-1990. 
MONTEREY INTERNATIONAL FOODS. INT. CL. 29 
ONLY. (U.S. CL. 46). REG. 11-27-1990. 

K KUMON AND DESIGN. INT. CL. 41. (U.S. CL. 107). 
REG. 11-27-1990. 

DIGITIZE (STYLIZED). INT. CL. 9. (U.S. CLS. 21 AND 
26). REG. 11-27-1990. 

RANCH-WAY. INT. CL. 31 ONLY. (U.S. CL. 46). REG. 
12-4-1990. 

RANCH-O. INT. CL. 31 ONLY. (U.S. CL. 46). REG. 
12-4-1990. 

QUILT IN A DAY AND DESIGN. INT. CL. 16. (U.S. 
CL. 38). REG. 12-4-1990. 

VE RI TAS AND DESIGN. INT. CLS. 21 AND 25 
ONLY. (U.S. CLS. 2, 33 AND 39). REG. 124-1990. 

VANGUARD. INT. CL. 20. (U.S. CL. 2). REG. 
12-4-1990. 

PACIFIC TRAWLER. INT. CL. 29. (U.S. CL. 46). REG. 
12-4-1990. 

S AND DESIGN. INT. CL. 37. (U.S. CL. 103). REG. 
124-1990. 

CHRIST VICTORIOUS (STYLIZED). INT. CL. 4. (U.S. 
CL. 15). REG. 12-11-1990. 


INT. CL. 29. 


(U.S. CL. 100). REG. 


REG. 


AND 36). REG 


INT. CL. 25. (US. 
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1,626,645 
1,626,705 


1,627,531. 


1,627,925 


1,628,039. 


1,628,239. 


1,628,405 


1,628,572. 


1,629,101. 


1,629,543. 


1,629,856. 


1,630,109 


1,631,612. 
1,632,075. 


1,632,242 


1,632,694. 


1,633,544. 


1,635,062. 


1,635,425. 


1,635,637. 


2001 


SCENTS-IT. INT. CL. 5. (U.S. CL. 6). REG. 12-11-1990 


GC AND DESIGN. INT. CLS. 8, 14 AND 21. (US 
CLS. 2, 23, 27, 28, 29, 30, 33, 34, 40 AND 50). 
REG. 12-11-1990. 


TCM. INT. CLS. 35 AND 41. (U.S. CLS 
107). REG. 12-11-1990. 


POLYSLIP. INT. CL. 4. (U.S. CLS. 6, 15 AND 16). 
REG. 12-18-1990. 


ACTIVE SERVO TECHNOLOGY AND DESIGN. INT. 
CL. 9. (U.S. CL. 21). REG. 12-18-1990. 


AP AND DESIGN. INT. CL. 15. (U.S. CL. 
12-18-1990. 


KNAPP STUDIO. INT. CL. 25. (U.S. CL. 39). REG. 
12-18-1990. 


SEIDMAN ASSOCIATES. INT. CL. 42 ONLY. (U.S. 
CL. 101). REG. 12-18-1990 


BYSTANDER AND DESIGN. INT. CL. 16. (U.S. CL. 
38). REG. 12-25-1990. 


AUSTIN LIVING TRUST. INT. CL. 42. (U.S. CLS. 100 
AND 101). REG. 12-25-1990. 


UNITEK EQUIPMENT. INT. CL. 9. (U.S. CLS. 21, 23 
AND 26). REG. 1-1-1991. 


C AND DESIGN. INT. CLS. 24 AND 25. (U.S. CLS. 
39 AND 42). REG. 1-1-1991. 


K-STIC. INT. CL. 17. (U.S. CL. 5). REG. 1-15-1991 
CALFROST. INT. CL. 1. (U.S. CL. 6). REG. 1-22-1991 


PEDAGOGUE. INT. CL. 9. (U.S. CL. 38). REG 
1-22-1991 


FLORIKAN. INT. CL. 
1-22-1991. 


FRANKS TO YOU!. INT. CL. 42. (U.S. CL. 100). REG. 
1-29-1991. 


BREAKING INTO PRINT. INT. CL. 41. (U.S. CL. 107). 
REG. 2-12-1991. 


DEL-NAT. INT. CLS. 12 AND 42. (U.S. CLS. 19, 35 
AND 101). REG. 2-19-1991. 


ORCHIDS. INT. CL. 30. (U.S. CL. 46). REG. 2—19-1991 


101 AND 


36). REG. 


42. (US. CL. 101). REG 


*x * 


+ 
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1,636,411 


1,636,449. 


1,636,598. 


1,637,402 


1,637,606. 
1,638,449. 


1,639,747. 


1,639,919. 


1,640,638. 


1,641,489 


1,641,610. 


1,641,710. 


1,641,878. 


1,641,906. 


1,642,117. 


1,642,865. 


1,644,461. 


1,644,924. 


1,645,598. 


1,646,945. 


* * 


TM 403 


TEXAS TALES. INT. CL. 41. (U.S. CLS. 101 AND 
107). REG. 2-26-1991. 


IN THE SWIM AND DESIGN. INT. CL. 42. (U.S. CLS. 
100 AND 101). REG. 2-26-1991. 

WINNING STREAK. INT. CL. 2. (U.S. CL. 16). REG. 
3-5-1991. 

ERGO-ARM. 
3-12-1991. 

GEOLINK. INT. CL. 17. (U.S. CL. 35). REG. 3-12-1991. 

CODET AND DESIGN. INT. CLS. 24 AND 25. (US. 
CLS. 39 AND 42). REG. 3-19-1991. 

KYDEX 6565. INT. CL. 17. (US. CL. 
4-2-1991. 

PARADE OF HOMES AND DESIGN. INT. CL. 35. (U.S 
CL. 101). REG. 4-2-1991. 

CASA PRIMO (STYLIZED). INT. CL. 29. (US. CL. 
46). REG. 4-9-1991. 

OPTIMA. INT. CL. 35. (U.S. CLS. 100 AND 101). REG. 
4-16-1991, 

PEPPERMINT PLACE. INT. CL. 41. (U.S. CL. 
REG. 4-16-1991. 

NORTHSOUND. INT. CL. 9. (U.S. CLS. 21, 23, 26, 
36 AND 38). REG. 4-16-1991. 

REDUCE. INT. CL. 5. (U.S. CLS. 6 AND 18). 
4-23-1991 

K AND DESIGN. INT. CLS. 7 AND 12. (US. 
19 AND 23). REG. 4-23-1991. 

PEDIGREE. INT. CL. 25. (US. CL. 
4-23-1991. 

PEDIGREE KNIT. INT. CL. 25. (US. CL. 39). 
4-30-1991. 

CHEROKEE. INT. CL. 25. 
5-14-1991. 

GREAT BREAKFAST. INT. CL. 5. (U.S. CL. 18). 
5-21-1991. 

SN SUPPLIES NETWORK AND DESIGN. INT. CL. 42. 
(U.S. CL. 101). REG. 5-21-1991. 
HOT STUFF PIZZERIA AND DESIGN. 

ONLY. (U.S. CL. 46). REG. 6-4-1991. 


INT. CL. 7. (U.S. CL. 23). REG. 


12). REG. 


107) 


REG. 
CLS. 
39). REG. 
REG. 
(U.S. CL. 


39). REG. 


REG. 


INT. CL. 30 
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703,645 
991,170 


1,313,425. 


1,347,340 


1,368,196. 


1,396,417. 
1,421,791. 
1,510,441. 


1,573,804. 


1,643,581. 
1,665,033. 


1,731,305 
1,825,542 


1,855,892. 
1,857,803. 
1,869,557. 
1,872,660. 


1,880,779. 
1,886,790. 


1,906,721. 


1,907,689 


1,908,378. 
1,910,633. 
1,915,751. 
1,947,783. 
1,956,122. 


1,982,872 


1,993,224. 


1,993,703. 
2,007,622. 


2,008,662. 


2,017,981 


2,052,122. 
2,053,347. 


2.066.062. 


SECTION 7(D) 


FRITO. U.S. CL. 46. REG. 8-30-1960. 
PETROLANE. U.S. CL. 6. REG. 8-20-1974. 
EXXTRAFLEX. INT. CL. 17. REG. 1-8-1985. 
DISCOVERY. INT. CL. 9. REG. 7-9-1985. 


THE CLEAR SERVICE ADVANTAGE. 
REG. 10-29-1985 


SEPTOCALCINE. INT. CL. 5. REG. 6-10-1986 
INTELLIS. INT. CL. 9. REG. 12-23-1986. 


WHITE GLOVE SERVICE. INT. CL. 39. 
10-25-1988 


DR.BOB’S AND _ DESIGN. 
12-26-1989. 

SUPPORT REPORT. INT. CL. 16. REG. 5-7-1991. 

EXXAIRE. INT. CL. 17. REG. 11-19-1991. 

SYSTEM FLEX. INT. CL. 28. REG. 11-10-1992. 


BEN’S EVENTS. INT. CLS. 41 AND 42. 
3-8-1994. 


GRAND PAN. INT. CL. 30. REG. 9-27-1994. 
GRAND PAN. INT. CL. 29. REG. 10-11-1994. 
LIFESCORE PLUS. INT. CL. 16. REG. 12-27-1994. 


MANGIA BENE. INT. CLS. 29 AND 30. REG. 
1-10-1995. 


WILD AND DESIGN. INT. CL. 30 

SOUNDABSORB (STYLIZED) 
3-28-1995. 

BRING HOME THE BEST OF THE BORDER. 
CL. 30. REG. 7-18-1995. 

START WITH ART AND DESIGN 
7-25-1995. 

B W. INT. CL. 14. REG. 8-1-1995. 

CROSS THE BORDER. INT. CL. 42. REG. 8-8-1995 

CRUNCH ZONE. INT. CL. 42. REG. 8-29-1995. 

CALIENTE CATFISH. INT. CL. 30. REG. 1-9-1996 


INNOVATIVE CERAMICS. INT. CL. 42. REG. 
2-13-1996. 


LIFESCORE QUICK CHECK. 
6-25-1996. 


ODELL’S ODELL BREWING COMPANY LEVITY 
ALE FORT COLLINS, COLORADO AND DESIGN. 
INT. CL. 32. REG. 8-13-1996. 


REPELLO. INT. CL. 5. REG. 8-13-1996. 


ODELL’S EASY STREET WHEAT AND DESIGN. INT 
CL. 32. REG. 10-15-1996. 


REPELLO PRODUCTS AND DESIGN 
REG. 10-15-1996. 


EXXAIRE. INT. CL. 17. REG. 11-19-1996. 

LEVEL. INT. CL. 16. REG. 4—15-1997. 

NORTHWEST EQUITY CORP.. INT. CL. 36. REG. 
4-15-1997. 

OUTDOOR OUTFITTERS. 
5-27-1997 


INT. CL. 38 


REG 


INT. CL. 36. REG 


REG. 


REG. 2-28-1995. 
INT. CL. 19. REG 


INT. 


INT. CL. 41. REG. 


INT. CL. 16. REG. 


INT. CL. 3. 


INT. CL. 25. REG. 


2,189,849. 


2,192,941. 
2,198,006. 


2,240,082. 
2,263,892. 


2,269,567. 
2,304,204. 
2,317,946. 
2,338,298. 


2,345,151. 


2,345,152 


2,353,346. 


2,355,658 


2,361,294. 


2,361,295. 


2,374,386. 


2,378,402. 
2,386,975. 


2,389,452. 


128,063. 
128,064. 


128,137. 


128,139. 


128,165. 


128,169. 
128,183. 
128,185. 
128,186. 
128,224. 
128,238. 


128,241. 


TRANSPORTATION UNLIMITED. INT. CL. 
9-15-1998. 


LEXICUS LONGHAND. INT. CL. 9. REG. 


MISCELLANEOUS DESIGN. 
10-20-1998. 


MISCELLANEOUS DESIGN. INT. CL. 16. 
4-20-1999. 


NERA (STYLIZED). 
7-27-1999 


GLAMAKOTE IL. INT. CL. 16. REG. 8-10-1999. 
PENALTY. INT. CL. 9. REG. 12-28-1999 
SALES CAFE. INT. CL. 9. REG. 2—15-2000. 


KYLE YOUNG AND DESIGN. INT. CL. 25. 
4-4-2000. 
VISION RUSH. 
4-25-2000. 
VIDEO RUSH. INT. CLS. 38 AND 39. REG. 4-25-2000. 
LUKE’S PEEP SHOW. INT. CL. 41. REG. 5-30-2000. 
GRATE MATE. INT. CLS. 11 AND 21. REG. 6-6-2000. 
MISCELLANEOUS DESIGN. INT. CL. 15. REG. 

6-27-2000. 
MISCELLANEOUS DESIGN. 
6-27-2000. 
MISCELLANEOUS DESIGN. 
8-8-2000. 
ACCESS AND DESIGN. INT. CL. 9. 
MISCELLANEOUS DESIGN. 
9-19-2000. 
KYLE YOUNG AND DESIGN 
9-26-2000. 


16. REG. 


10-6-1998. 
INT. CL. 36. REG. 


REG. 


INT. CL. 36 ONLY. REG. 


REG. 


INT. CLS. 38 AND 39. REG. 


INT. CL. 15. REG. 


INT. CL. 15. REG. 


REG. 8-22-2000. 
INT. CL. 15. REG 


INT. CL. 25. REG. 


SECTION 8 


FISK. U.S. CL. 35. REG. 12-23-1919. 


SUEDELAINE (STYLIZED). USS. 
12-23-1919. 
WOODBERRY 
12-23-1919. 
MT. VERNON 
12-23-1919. 
LITTLE GIANT 
12-23-1919. 
WINNER (STYLIZED). U.S. CL. 35. REG. 12-23-1919. 
SUNOCO (STYLIZED). U.S. CL. 15. REG. 12-23-1919. 
TEXLUBE . U.S. CL. 15. REG. 12-23-1919. 
TEXOL. U.S. CL. 15. REG. 12-23-1919. 
LEADER (STYLIZED). U.S. CL. 46. REG. 12-30-1919. 
CHANTICLEER (STYLIZED). U.S. CL. 37. REG. 
12-30-1919. 


HART SCHAFFNER & MARX AND DESIGN. U.S. CL. 
39. REG. 12-30-1919. 


CL. 42. REG. 


(STYLIZED). U.S. CL. 42. REG. 


(STYLIZED). U.S. CL. 42. REG. 


(STYLIZED). U.S. CL. 35. REG. 
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373,674. 


373,704. 
373,709. 


373,728. 


373,730. 


373,738. 
373,739. 
373,769. 
373,837. 
373,853. 


373,860. 
373,898. 
373,905. 
373,906. 


373,910. 
373,915. 


373,916. 


373,924. 
373,930. 


373,932. 


373,936. 
373,995 


373,996. 


373,997. 


374,013. 
690.050. 
690,066. 


690,070. 


690,071. 
690,072. 
690,074. 
690,075. 
690,079. 
690,082. 
690,083. 
690,084. 
690,088. 
690,089. 
690,099. 


690,101. 
690,106. 
690,113. 
690,114. 
690,115. 
690,127. 


VIENNA-BOLOGNA 1888 CHICAGO 1873-1893 PARIS 
1851 LONDON 1851 LONDON 1862 BOSTON 
AND DESIGN. U.S. CL. 36. REG. 12-19-1939. 


POKON AND DESIGN. U.S. CL. 10. REG. 12-19-1939. 


FEATHER FLANNEL AND DESIGN. U.S. CL. 42. REG. 
12-19-1939. 


SPECIAL MORNING AND DESIGN. U.S. CL. 46. REG. 
12-19-1939 


ALLIANCE (STYLIZED). US. CL. 46. 
12-19-1939. 


SYNTHENOL. U.S. CL. 16. REG. 12-19-1939. 
UNILITE (STYLIZED). U.S. CL. 12. REG. 12-19-1939. 
MATARA. U.S. CL. 1. REG. 12-19-1939. 

UNICO AND DESIGN. U.S. CL. 23. REG. 12-26-1939. 


HAMILTON THE WATCH OF RAILROAD ACCU- 
RACY (STYLIZED). U.S. CL. 27. REG. 12-26-1939. 


RAILWAY SPECIAL . U.S. CL. 27. REG. 12-26-1939. 
T.P.U. . U.S. CL. 51. REG. 12-26-1939. 
POLEOL (STYLIZED). U.S. CL. 18. REG. 12-26-1939. 


MAGNET RED (STYLIZED). U.S. CL. 51. REG. 
12-26-1939. 


GRAND-TEST. U.S. CL. 46. REG. 12-26-1939. 


FASTEETH (STYLIZED). US. CL. 51. 
12-26-1939. 


GE GENERAL ELECTRIC AND DESIGN. U.S. CL. 13. 
REG. 12-26-1939. 


BLUE SPRUCE. U.S. CL. 51. REG. 12-26-1939. 


TAYLOR'S NEW YORK STATE CHOICE CLARET 
WINE TW CO. THE TAYLOR WINE COMPANY 
HAMMONDPORT, N.Y. U.S.A. ESTABLISHED 
1880. PRODUCED AND BOTTLED BY AND DE- 
SIGN. U.S. CL. 47. REG. 12-26-1939. 


TAYLOR’S NEW YORK STATE RHINE WINE TAX 
PAID BY STAMPS AFFIXED TO CASE ALCOHOL 
11% BY VOLUME PRODUCED AND BOTTLED 
BY THE AND DESIGN. U.S. CL. 47. REG. 
12-26-1939. 


PROLOID. U.S. CL. 18. REG. 12-26-1939. 


MAGNET ROUGE (STYLIZED). U.S. CL. 6. 
12-26-1939. 


L’AIMANT RED (STYLIZED) 
12-26-1939. 


ROUGE L’AIMANT (STYLIZED). U.S. CL. 51. 
12-26-1939. 


MANTILLA. U.S. CL. 51. REG. 12-26-1939. 
SKYTONE. U.S. CL. 6. REG. 12-22-1959 


LAWN CRAFT (STYLIZED). U.S. CL. 10. 
12-22-1959. 


BRIK-CRETE 
12-22-1959. 


GREFITE (STYLIZED). U.S. CL. 12. REG. 12-22-1959. 
GLASROCK. U.S. CL. 12. REG. 12-22-1959. 
HARD-TOP. U.S. CL. 12. REG. 12-22-1959. 

RUSCO. U.S. CL. 12. REG. 12-22-1959. 

TECO-U-GRIP. U.S. CL. 12. REG. 12-22-1959. 

GERO. U.S. CL. 13. REG. 12-22-1959. 

MIRRO AND DESIGN. U/S. CL. 13. REG. 12-22-1959 
NAPAC. U.S. CL. 14. REG. 12-22-1959. 

AMTITE. U.S. CL. 14. REG. 12-22-1959. 

AMSULF. U.S. CL. 14. REG. 12-22-1959. 


FLYING DUICHMAN AND DESIGN. US. CL. 17. 
REG. 12-22-1959. 


DIGEST-AIDS. U.S. CL. 18. REG. 12-22-1959. 
STERVSOL. U.S. CL. 18. REG. 12-22-1959. 
PHARMA VITA. U.S. CL. 18. REG. 12-22-1959. 
OBETROL. U.S. CL. 18. REG. 12-22-1959. 
ORENZYME. U‘S. CL. 18. REG. 12-22-1959. 
ELECTROFIL. U.S. CL. 21. REG. 12-22-1959. 


REG. 


REG 


US. CL. 6. 


REG. 


(STYLIZED). US. CL. 12. REG. 


U.S. PATENT AND TRADEMARK OFFICE 


690,131. 


690,136. 
690,141. 


690,147. 
690,151. 
690,158. 


690,161. 


690,166. 
690,167. 
690,175. 


690,184. 
690,188. 
690,199. 
690,203. 
690,210. 


690,213. 
690,228. 
690,235. 


690,236. 


690,237. 
690,239. 
690,250. 
690,255. 
690,258. 
690,259. 
690,262. 
690,266. 


690,270. 


690,278. 


690,285. 
690,296. 
690,300. 
690,307. 
690,308. 
690,321. 
690,324. 


690,328. 
690,329. 


690,330. 
690,334. 
690,358. 
690,360. 
690,361. 
690,369. 
690,375. 
690.377. 
690,380. 
690,386. 
690,388. 


690,390. 
690,396. 


TM 405 


TELE-CRADLE (STYLIZED). 
12-22-1959. 


VW (STYLIZED). U.S. CL. 21. REG. 12-22-1959. 


GLC PRODUCTS YOU CAN TRUST ELECTRODE DI- 
VISION AND DESIGN. US. CL. 21. REG. 
12-22-1959. 


ARCO. U.S. CL. 21. REG. 12-22-1959. 
HEX-A-LUME. U.S. CL. 21. REG. 12-22-1959. 


BUILT LIKE A FINE WATCH. U.S. CL. 22. REG. 
12-22-1959. 


THE WORLD ABOUT US. U.S. CL. 22. 
12-22-1959. 


VAPOR. U.S. CL. 23. REG. 12-22-1959. 
DI-X. U.S. CL. 23. REG. 12-22-1959. 


STERLING DIGGERS THRU OUT THE WORLD AND 
DESIGN. U.S. CL. 23. REG. 12-22-1959. 


SERVI-LIFT. U.S. CL. 23. REG. 12-22-1959. 

CROSS AND DESIGN. U.S. CL. 26. REG. 12-22-1959. 
DONNER. U.S. CL. 26. REG. 12-22-1959. 

POLA-LINE. U.S. CL. 26. REG. 12-22-1959. 


COUNSELOR ELECTRA (STYLIZED). U.S. CL. 26. 
REG. 12-22-1959. 


ALEMITE. U.S. CL. 26. REG. 12-22-1959. 

SWEEP-KING. U.S. CL. 29. REG. 12-22-1959. 

PAGODA AND DESIGN. U.S. CL. 32. 
12-22-1959. 

WILLIAM PENN AND DESIGN. U.S. CL. 32. REG 
12-22-1959. 

ARM-R-CLAD. U.S. CL. 33. REG. 12-22-1959. 

HOLMEGAARD. U.S. CL. 33. REG. 12-22-1959. 

UNIFLO (STYLIZED). U.S. CL. 35. REG. 12-22-1959. 

EMITAPE. U.S. CL. 36. REG. 12-22-1959. 

SUPRATHIN. U.S. CL. 37. REG. 12-22-1959. 

PARR. U.S. CL. 37. REG. 12-22-1959. 

PENRITE. U.S. CL. 37. REG. 12-22-1959. 


FOREVER YOURS SOCIAL ANNOUNCEMENTS BY 
NATIONAL AND DESIGN. U.S. CL. 38. REG. 
12-22-1959. 


DAILY LOCAL NEWS AND DESIGN. U.S. CL. 38. 
REG. 12-22-1959. 


MISCELLANEOUS DESIGN. U.S. CL. 
12-22-1959. 


SPORTLINE. U.S. CL. 39. REG. 12-22-1959. 
WAYLITE. U.S. CL. 39. REG. 12-22-1959. 
ATLEIGH. U.S. CL. 39. REG. 12-22-1959. 
REWARD. U.S. CL. 39. REG. 12-22-1959. 
HOLD-UP. U.S. CL. 39. REG. 12-22-1959. 
KNIT LUSTRE. U.S. CL. 43. REG. 12-22-1959 


UNION CARBIDE AND DESIGN. U.S. CL. 44. REG. 
12-22-1959. 


LOMITA (STYLIZED). U.S. CL. 46. REG. 12-22-1959. 


MENNEL AND DESIGN. U.S. CL. 46. REG. 
12-22-1959. 


SPATOLA (STYLIZED). U.S. CL. 46. REG. 12-22-1959. 
OLD HIRAM. U.S. CL. 49. REG. 12-22-1959. 
LOOSPREST. U.S. CL. 51. REG. 12-22-1959. 

ROMAN RED. U.S. CL. 51. REG. 12-22-1959. 
GLASGRAIN. INT. CL. 1. REG. 12-29-1959. 
HIDEAWAY. U.S. CL. 2. REG. 12-29-1959. 
SPACE-WAY. U.S. CL. 3. REG. 12-29-1959. 

DRI-TAR. U.S. CL. 6. REG. 12-29-1959. 
WEATHERSET. U.S. CL. 6. REG. 12-29-1959. 
SUPERFLOC 16. U.S. CL. 6. REG. 12-29-1959. 


MAKES INDOOR AIR FRESH AS ALL OUTDOORS. 
U.S. CL. 6. REG. 12-29-1959. 


KATANOL. U.S. CL. 6. REG. 12-29-1959. 
POLY SPUN. U.S. CL. 7. REG. 12-29-1959. 


US. CL. 21. REG. 


REG. 


REG. 


39. REG. 





TM 406 


690,419 


690,425 


690,431. 


690,435 
690,436 
690,443 
690,447 
690,451 
690,459 


690,460. 
690,461. 
690,473. 
690,503. 


690,505. 


690,506 
690,515 


690,520 


690,526 
690,541 
690,547 


690,553. 


690,555. 
690,560. 
690,566. 
690,573. 


690,585. 
690,589. 
690,590. 
690,593. 
690,605. 


690,608. 
690,612. 
690,615. 
690,619. 


690,620 


690,630. 


690,636 


690,641. 


690,642 
690,645 
690,651 
690,652 


690,654. 


690,657. 
690,668. 


690,675. 
690,682. 


690,684. 


690,694. 


690,699 


OFFICIAL 


MISCELLANEOUS 
12-29-1959 


WHITELIGHT. U.S. CL. 14. REG. 12-29-1959. 
PERMOX 1-4-3. U.S. CL. 16. REG. 12-29-1959 
BABY PIG CREEP. U.S. CL. 18. REG. 12-29-1959. 
ANAPAC. U.S. CL. 18. REG. 12-29-1959 
DIGESTAMIC. U.S. CL. 18. REG. 12-29-1959. 
THROMBOLYSIN. U.S. CL. 18. REG. 12-29-1959. 
NU-KOL-TAR. U.S. CL. 18. REG. 12-29-1959 
MICROPHENE. U.S. CL. 18. REG. 12-29-1959. 
COOPA-FINE. U.S. CL. 18. REG. 12-29-1959 
FUMASORB. U.S. CL. 18. REG. 12-29-1959 
GAYSAL. U.S. CL. 18. REG. 12-29-1959 


STANTRON AND DESIGN. US. CL 
12-29-1959 


CERA TROLS 
12-29-1959. 
TIGEREX. U.S. CL. 21. REG. 12 


FORT KNOX AND DESIGN. 
12-29-1959 


MISCELLANEOUS _ DESIGN. 
12-29-1959 


WINNER. U.S. CL. 23. REG. 12-29-1959. 
OMNI (STYLIZED). U.S. CL. 32. REG. 


VULCAN AND DESIGN. US. 
12-29-1959. 


SOLID SEAL ADDRESS SAVER. U.S. CL. 37. 
12-29-1959. 

PEG-RITE (STYLIZED). U.S. CL. 37. REG. 12-29-1959. 

HAPPY HOLIDAY. U.S. CL. 37. REG. 12-29-1959. 

THE PIANO TEACHER. U.S. CL. 38. REG. 12-29-1959. 


PLAYTEX QUEEN OF HEARTS. U.S. CL. 39. REG. 
12-29-1959. 


STAY THERE. U.S. CL. 39. REG. 12-29-1959 
DOUGLAS MARC. U.S. CL. 39. REG. 12-29-1959 
MANTESSA. U.S. CL. 39. REG. 12-29-1959. 
PARKRON. U.S. CL. 39. REG. 12-29-1959. 


LAVERNE (STYLIZED). US. CL. 42. 
12-29-1959. 


GLO-TONE. U.S. CL. 43. REG. 12-29-1959. 

TAPER. U.S. CL. 44. REG. 12-29-1959. 

ODONTOGRAPHIC. U.S. CL. 44. REG. 12-29-1959. 

IMPERIAL (STYLIZED). US. CL. 46. REG. 
12-29-1959. 

BAR-NONE AND DESIGN. U.S. CL. 46. REG. 
12-29-1959. 

AMUROL (STYLIZED). U.S. CL. 46. REG. 12-29-1959. 

PEPPERETTES. U.S. CL. 46. REG. 12-29-1959. 

SOL-KWIK. U.S. CL. 46. REG. 12-29-1959 

GOLDEN MIST. U.S. CL. 46. REG. 12-29-1959. 

FREEZIST. U.S. CL. 46. REG. 12-29-1959 

WURZ. U.S. CL. 48. REG. 12-29-1959. 

VIKING. U.S. CL. 48. REG. 12-29-1959. 


COFFEE HOUSE (STYLIZED). U.S. CL. 49. REG. 
12-29-1959. 


HIGHLAND LASSIE. U.S. CL. 49. REG. 12-29-1959. 


HATTIE CARNEGIE (STYLIZED). U.S. CL. 52. REG. 
12-29-1959. 


GALAXY. U.S. CL. 52. REG. 12-29-1959. 


MISCELLANEOUS DESIGN. U.S. CL. 
12-29-1959. 


HOW GOOD IS YOUR AIM AND DESIGN. U.S. CL. 
101. REG. 12-29-1959. 


FLORIDA AND _ DESIGN. 
12-29-1959. 


*VI-SOL’. U.S. CL. 18. REG. 12-29-1959. 


DESIGN. U.S. CL. 13. REG 


(STYLIZED). U.S. CL. 


29-1959. 
US. CL. 


US. CL. 


12-29-1959. 
CL. 34. REG. 


REG. 


101. REG. 


U.S. CL. A. REG. 


GAZETTE 


690,709. 


690,711 

882,727. 
882,850 
883,000. 


890,829 
1,126,960 


1,127,766 


1,127,767. 


1,127,772 


1,127,773. 
1,127,775. 
1,127,776. 


1,127,782 


1,127,783. 
1,127,789. 


1,127,793. 
1,127,797. 
1,127,798. 
1,127,799. 
1,127,803. 


1,127,806. 


1,127,808. 
1,127,811. 
1,127,814. 
1,127,818. 


1,127,821. 


1,127,825 


1,127,828. 


1,127,829. 


1,127,830. 


1,127,833. 


1,127,835 


1,127,836. 
1,127,843. 
1,127,848. 


1,127,850 


1,127,852. 


1,127,853. 


1,127,855. 
1,127,856. 
1,127,857. 
1,127,865. 
1,127,868. 
1,127,874. 


1,127,879. 


1,127,887. 


FEB 20, 2001 


CANTINE MARCHESE _ IPPOLITO 
FIRENZE ITALIA AND DESIGN. 
REG. 12-29-1959. 


INFALLIBLE. U.S. CL. 51. REG. 12-29-1959. 

WC (STYLIZED). U.S. CL. 13. REG. 12-23-1969 

SOUVENIR. U.S. CL. 30. REG. 12-23-1969 

MONTMARTRE. U.S. CLS. 47 AND 49 
12-23-1969. 

IDEAL. U.S. CL. 26,ONLY. REG. 5-12-1970. 


OMNIPRODUCTSO P (STYLIZED). INT. CL. 2 ONLY 
REG. 11-27-1979. 


JOHN EVANS. INT. CLS. 1, 
12-18-1979. 


FINA 2001. INT. CL. 4. REG. 12-18-1979. 
GREAT SCENTS. INT. CL. 5. REG. 12-18-1979 
CARPET CLEAR. INT. CL. 5. REG. 12-18-1979. 
ESTULIC. INT. CL. 5. REG. 12-18-1979. 
ALIPID. INT. CL. 5. REG. 12-18-1979. 
AN-MDP. INT. CL. 5. REG. 12-18-1979. 
AN-MAA. INT. CL. 5. REG. 12-18-1979. 


THE WORLD'S GRAINKEEPER. INT. CLS. 6, 7 AND 
11. REG. 12-18-1979. 


V-LUM AND DESIGN. INT. CL. 6. REG 
MINATOME. INT. CL. 6. REG. 12-18-1979. 
HUSTLER. INT. CL. 7. REG. 12-18-1979. 
HUSTLER 2000. INT. CL. 7. REG. 12-18-1979. 


FERGUSON F AND DESIGN. INT. CL. 7. REG. 
12-18-1979. 


HORSTINE FARMERY AND DESIGN. 
REG. 12-18-1979. 


CLAMP-TITE. INT. CL. 7. REG. 12-18-1979. 
QUADRA PRESS. INT. CL. 7. REG. 12-18-1979. 
MR. INT. CL. 7. REG. 12-18-1979. 


BPBR CIRCUIT (STYLIZED). 
12-18-1979. 


RAYBEL AND DESIGN. 
REG. 12-18-1979. 


PRO AND DESIGN. INT. CL. 9. REG. 12-18-1979. 


SOUND IS OUR NAME. YOU KNOW IT. INT. CL. 
9. REG. 12-18-1979. 


TROLL BOOK CLUBS. INT. CLS. 9 AND 16. REG. 
12-18-1979. 


BEAM-TREATER (STYLIZED). 
12-18-1979. 


LINEAR SERIES AND DESIGN. 
12-18-1979. 


S&W AND DESIGN. INT. CL. 9. REG. 12-18-1979. 
INTERNATIONAL. INT. CL. 9. REG. 12-18-1979. 
SIL-MED. INT. CL. 10. REG. 12-18-1979. 

LIBERTY. INT. CL. 11. REG. 12-18-1979. 

A (STYLIZED). INT. CL. 11. REG. 12-18-1979. 


SINK BUD (STYLIZED). INT. CL. 11. 
12-18-1979. 


SBM CHALEUR DIRIGEE AND DESIGN. INT. CL. 
11. REG. 12-18-1979. 


WATER WARDEN. INT. CL. 11. REG. 12-18-1979. 

TEAM SCHWINN. INT. CL. 12. REG. 12-18-1979. 

PEWAG DUPLEX BSN. INT. CL. 12. REG. 12-18-1979. 

ACE. INT. CL. 12. REG. 12-18-1979. 

CANYON CREST. INT. CL. 12. REG. 12-18-1979. 

NOTE CUBE (STYLIZED). INT. CL. 16. 
12-18-1979. 

KOH-I-NOOR ARTPEN (STYLIZED). 
REG. 12-18-1979. 

SUNSET STONE AND DESIGN. 
12-18-1979. 


NICCOLINI 
U.S. CL. 47. 


REG. 


3 AND 4. REG. 


12-18-1979. 


INT. CL. 7. 


INT. CL. 9. REG. 


INT. CLS. 9, 12 AND 21. 


INT. CL. 9. REG. 


INT. CL. 9. REG. 


REG. 


REG. 


INT. CL. 16. 


INT. CL. 19. REG. 





FEB 20, 


1,127,899. 


,127,901. 


.127,908. 
127,915. 
127.918. 
.127,922 
,127,935 
.127,936. 


.127,945. 


127,947. 


,127,953. 
,127,958. 
.127,961 


127,962. 


127,963. 
.127,964 
.127,965. 
.127,966. 


,127,968. 
,127,972. 


127,977. 


-127,980. 


.127,984. 
127,994. 


.127,998. 


.127,999. 


.128,007. 


128,011. 


.128,018 


-128,025. 


128,028. 
,128,033. 


,128,035. 
.128,036. 
,128,037 


128,041. 
128,045. 


-128,049. 


128,050. 
.128,055. 
,128,056. 


2001 


MIGHTY DUSTER AND DESIGN. INT. CL. 24. REG. 
12-18-1979 


DAEWOO AND _ DESIGN. 
12-18-1979. 


THE STING. INT. CL. 25. REG. 12-18-1979 
TRAXION MASTER. INT. CL. 25. REG. 12-18-1979. 
COTTON 100. INT. CL. 25. REG. 12-18-1979. 
EMBRACEABLE YOU. INT. CL. 27. REG. 12-18-1979 
ECLIPSE. INT. CL. 28. REG. 12-18-1979. 
SPALDING (STYLIZED). INT. CL. 29. 
12-18-1979. 
SEBASTIANI AND DESIGN. 
12-18-1979. 
MISCELLANEOUS DESIGN. 
REG. 12-18-1979 
AMCARE (STYLIZED). INT. CL. 35. REG. 12-18-1979 
QTAB. INT. CL. 35. REG. 12-18-1979. 


LET’S START A LOVE AFFAIR. INT. CL. 35. REG. 
12-18-1979. 


ADIA TEMPORARY SERVICES AND DESIGN 
CL. 35. REG. 12-18-1979. 

STANFORD-KARR. INT. CL. 35. REG. 12-18-1979. 

FOSTER-BARNES. INT. CL. 35. REG. 12-18-1979. 

MOVING MACHINE. INT. CL. 36. REG. 12-18-1979. 


EQUITY RESERVE CARD. INT. CL. 36. REG. 
12-18-1979. 

AVCO. INT. CL. 36. REG. 12-18-1979 

DEDUCTIBLES CAPTIVE INSURANCE SELF INSUR- 
ANCE EARNINGS RISK TRANSFER RISK MAN- 
AGEMENT PLAN RISK EVALUATION RISK 
RIVER RISK IDENTIFICATION LOSS CONTROL 
CAPITAL TOOLS EQUIPMENT INVENTORY 
MANPOWER PROPERTY INSURANCE 
CASUALITY INSURANCE AND DESIGN. INT. CL. 
36. REG. 12-18-1979. 


BENEPLUS (STYLIZED). 
12-18-1979. 


DAEWOO AND DESIGN. 
12-18-1979. 


ARATEX. INT. CL. 37. REG. 12-18-1979. 


MISCELLANEOUS DESIGN. INT. CL. 
12-18-1979. 

MISCELLANEOUS DESIGN. INT. CL. 41. 
12-18-1979. 


PALACE COURT (STYLIZED). INT. CLS. 41 AND 42. 
REG. 12-18-1979. 


MISCELLANEOUS DESIGN. 
12-18-1979. 


KAREN CHRISTOPHER VOCALIST. INT. CL. 41. 
REG. 12-18-1979. 


MANAGEMENT HORIZONS 
12-18-1979. 


TRI-STATE T AND DESIGN. INT. CL. 42. REG. 
12-18-1979. 


JULIETTE GIRLS. INT. CL. 42. REG. 12-18-1979 


BIO-NUTRITIONAL LABORATORIES. INT. CL. 42. 
REG. 12-18-1979. 


SMS. INT. CL. 42. REG. 12-18-1979. 
NUPIPE. INT. CL. 42. REG. 12-18-1979. 


WAREHOUSE FOOD MARKET AND DESIGN. INT. 
CL. 42. REG. 12-18-1979. 


DENTAL WORLD. INT. CL. 42. REG. 12-18-1979. 


MCL CAFETARIA AND DESIGN. INT. CL. 42. REG. 
12-18-1979. 


EDWARDS INC. RIBS SEAFOOD STEAK AND DE- 
SIGN. INT. CL. 42. REG. 12-18-1979. 


MEDICAL WEST. INT. CL. 42. REG. 12-18-1979. 
BIJAN (STYLIZED). INT. CL. 42. REG. 12-18-1979. 
BIJAN. INT. CL. 42. REG. 12-18-1979. 


INT. CL. 25. REG. 


REG. 
INT. CL. 33. REG. 


INT. CLS. 35 AND 36 


INT. 


INT. CL. 36. REG. 


NT. CL. 


REG 


REG. 


INT. CL. 41. REG. 


INT. CL. 41. REG. 


U.S. PATENT AND TRADEMARK OFFICE 


,128,060. 


,128,065. 


-128,068. 
.128,069. 


.128,077. 


.128,079. 


.128,083. 
,128,084. 
.128,085. 


128,094 


.128,099. 
128,101. 
,128,104. 
.128,106. 


,128,108 


128,114. 
128,116. 


128,121. 


128,125 


128,127. 
128,131. 


128,133. 
128,135. 
,128,136. 


,128,137. 


128,141. 


128,142. 
128,145. 
128,159. 


128,168. 


.128,172. 
128,177. 
128,180. 
128,183. 
128,187. 
128,188. 
128,197. 
.128,204 
,128,207. 
.128,209. 


128,212. 
128,215. 
128,218. 
.128,221. 
,128,223. 
128,225. 
128,226. 


,128,229. 
128,231. 


.128,236. 


128,237. 
.128,238. 


TM 407 


CARE INN AND DESIGN. 
12-18-1979. 


LE BIARRITZ (STYLIZED). 
12-18-1979. 


CAN-CHEK. INT. CL. 42. REG. 12-18-1979. 


MUDDY WATERS AND DESIGN. INT. CL. 42. 
12-18-1979. 


FAGOWEES AND DESIGN. U.S. CL. 200. 
12-18-1979. 

LE MIRADOR COUNTRY CLUB (STYLIZED). U.S. 
CL. 200. REG. 12-18-1979. 

FAST-HB. INT. CL. 1. REG. 12-18-1979. 

PRESCOTT. INT. CL. 3. REG. 12-18-1979. 

SY-L-ENT. INT. CL. 7. REG. 12-18-1979. 

HOOK-A-PILLOW. INT. CL. 26. REG. 12-18-1979. 

RESIWELD. INT. CL. 1. REG. 12-25-1979. 

KLEERWITE. INT. CLS. 1 AND 3. REG. 12-25-1979. 

LUBRIKLEEN. INT. CL. 1. REG. 12-25-1979. 

BELIS AND DESIGN. INT. CL. 21. REG. 12-25-1979. 


SOUTHWEST AND DESIGN. INT. CL. 2. REG. 
12-25-1979. 


RAVE. INT. CL. 3. REG. 12-25-1979. 


ELLEN BETRIX. INT. CLS. 3 AND 5S. 
12-25-1979 


GERIAID. INT. CL. 3. REG. 12-25-1979. 

MAGIC HOURS. INT. CL. 3. REG. 12-25-1979. 
GENTLE TOUCH. INT. CL. 3. REG. 12-25-1979. 
CHEMOIL. INT. CL. 4. REG. 12-25-1979. 

FIRE WICK. INT. CL. 4. REG. 12-25-1979. 
GOODNEWS. INT. CL. 4. REG. 12-25-1979. 

NORDISK (STYLIZED). INT. CL. 5. REG. 12-25-1979. 
DON JOY (STYLIZED). INT. CL. 5. REG. 12-25-1979. 
SJ AND DESIGN. INT. CL. 5. REG. 12-25-1979. 
ENPROAL (STYLIZED). INT. CL. 5. REG. 12-25-1979. 
SAF-GARD. INT. CL. 6. REG. 12-25-1979. 


MAYER AND DESIGN. INT. CLS. 7 AND 37. REG. 
12-25-1979. 


WR BROWN AND DESIGN. INT. CL. 7. REG. 
12-25-1979. 


PLUG-A-PAK. INT. CL. 7. REG. 12-25-1979. 

**LITTLE GRAY BOX”. INT. CL. 9. REG. 12-25-1979. 
ELECTRO:THERM. INT. CL. 9. REG. 12-25-1979. 
STAR EIGHT. INT. CL. 9. REG. 12-25-1979. 

GEFE AND DESIGN. INT. CL. 9. REG. 12-25-1979 
GEFE. INT. CL. 9. REG. 12-25-1979 

STAB-L AND DESIGN. INT. CL. 9. REG. 12-25-1979 
LIFESAVER. INT. CL. 9. REG. 12-25-1979. 

DUPLIKIN. INT. CL. 9. REG. 12-25-1979. 


MISCELLANEOUS DESIGN. INT. CL. 9. 
12-25-1979 


LIMB-WEIGHT. INT. CL. 10. REG. 12-25-1979 
CLEAR & DRY. INT. CL. 10. REG. 12-25-1979. 
SOFICA. INT. CL. 11. REG. 12-25-1979. 
REDFORD. INT. CL. 11. REG. 12-25-1979 
GARRISON. INT. CL. 11. REG. 12-25-1979. 
TRUEHEAT. INT. CL. 11. REG. 12-25-1979. 


H TRUEHEAT AND DESIGN. INT. CL. 11 
12-25-1979. 


MAXI-TRUCKER. INT. CL. 12. REG. 12-25-1979. 


TELEFLEX TELE FLEX. INT. CL. 12. 
12-25-1979. 


CEDARCRAFT AND DESIGN. INT. CL. 
12-25-1979. 


CEDARCRAFT. INT. CL. 12. REG. 12-25-1979. 


WEAR MASTER (STYLIZED). INT. CL. 12. REG. 
12-25-1979. 


INT. CL. 42. REG 


INT. CL. 42. REG. 


REG. 


REG 


REG. 


REG. 


REG 


REG 


12. REG. 





TM 408 


1,128,246. 
1,128,253 


128,257 
128,259. 
,128,264. 


-128,267 
128,269. 
.128,270. 
128,272 
128,274 
.128,278. 
128,280. 
- 128,287 


.128,290 
.128,292 
128,294 
128,296 
.128,299. 


.128,300. 
128,312. 
128,315 


128,316 
128,321. 
128,323 
128,324 
128,329. 
1,128,331 


128,333. 
,128,334 


128,342 


128,345 
.128,356 


128,358. 
128,359. 
-128,370 
128,371 


128,375 


128,383 


.128,384. 
128,395 
128,396. 
.128,403 
128,404 


128,407 


128,409 


,128,413. 
128,416. 
1,128,432 


.128,434 


OFFICIAL 


IGM. INT. CL. 14. REG. 12-25-1979 

POP CUP AND DESIGN. INT. 
12-25-1979. 

EPIC. INT. CL. 16. REG. 12-25-1979. 

POSTURE-RITE. INT. CL. 16. REG. 12-25-1979. 


ELLINGS WORTH (STYLIZED). INT. CL. 16. REG. 
12-25-1979 


INTERTAX. INT. CLS. 16 AND 35. REG. 12-25-1979. 
BEATRIX POTTER. INT. CL. 16. REG. 12-25-1979 
WICHASA. INT. CL. 16. REG. 12-25-1979. 

EDGE SEAL. INT. CL. 16. REG. 12-25-1979. 

LOG SCORE. INT. CL. 16. REG. 12-25-1979. 

POCKET MINDER. INT. CL. 16. REG. 12-25-1979. 
NATURAL BEAUTY. INT. CL. 16. REG. 12-25-1979 


A ARMIRA (STYLIZED). INT. CL. 18. REG. 
12-25-1979. 


BARBIZON. INT. CL. 18. REG. 12-25-1979 
ROK-TURF. INT. CL. 19. REG. 12-25-1979. 

S AND DESIGN. INT. CL. 20. REG. 12-25-1979. 
GARBAGE GARD. INT. CL. 20. REG. 12-25-1979. 


DON’T JUST RECLINE...BERKLINE (STYLIZED). INT. 
CL. 20. REG. 12-25-1979. 


PLAN-ABLES. INT. CL. 20. REG. 12-25-1979 
HIGHLAND. INT. CL. 23. REG. 12-25-1979. 


IT COSTS SO LITTLE TO SET A PRETTY TABLE 
INT. CLS. 24 AND 27. REG. 12-25-1979 


PENN-RICH. INT. CL. 24. REG. 12-25-1979. 
MARC D’ALCY. INT. CL. 25. REG. 12-25-1979. 
SKI-WEST. INT. CL. 25. REG. 12-25-1979. 
WHIRLWIND. INT. CL. 25. REG. 12-25-1979 
PANTY-GRAMS. INT. CL. 25. REG. 12-25-1979. 


COTTON NEXT TO ME. INT. CL. 25 
12-25-1979. 


FRANCHISE. INT. CL. 25. REG. 12-25-1979 


MISCELLANEOUS DESIGN. INT. CL. 
12-25-1979. 


GLENMAC AND DESIGN. 
12-25-1979. 


BUTTERBOP. INT. CL. 25. REG. 12-25-1979. 


THE PAPERIE (STYLIZED). INT. CL 
12-25-1979. 


TRU STEEL. INT. CL. 28. REG. 12-25-1979 

ALIYAH. INT. CL. 28. REG. 12-25-1979. 

DOMINO COMBO. INT. CL. 28. REG. 12-25-1979. 

HOWDIES AND DESIGN. INT. CL. 28. REG 
12-25-1979. 

BUSTER THE BALANCING BEAR. INT. CL. 28. REG 
12-25-1979 

HAWG HACKLE WORM. 
12-25-1979 

BASS BERRY. INT. CL. 28. REG. 12-25-1979. 

TRIUMPH. INT. CL. 30. REG. 12-25-1979 

BEER SPIKES. INT. CL. 30. REG. 12-25-1979 


SEED CORPORATION OF AMERICA AND DESIGN. 
INT. CL. 31. REG. 12-25-1979. 

TROJAN AND DESIGN. INT. 
12-25-1979. 


BEER MAKES IT GOOD. SCHLITZ MAKES 
GREAT. AND DESIGN. INT. CL. 32 
12-25-1979 


WA WINE ASSOCIATES AND DESIGN 
REG. 12-25-1979 

LI AND DESIGN. INT. CL. 35. REG. 12-25-1979. 

ECHO. INT. CL. 36. REG. 12-25-1979. 


TOP FARMERS OF AMERICA. INT. CL. 42. REG. 
12-25-1979. 


UNIT 1. INT. CL. 42. REG. 12-25-1979. 


CL. 16. REG 


INT. CL 


27. 


INT. CL. 28. REG 


CL. 31. REG. 


IT 
REG. 


INT. CL. 33 


GAZETTE 


1,128,444. 


128,448 


-128,449. 


128,452 
,131,245 


133,124 


.149,641. 


1,566,685. 
1,567,882. 


1,571,469 


1,571,481 


1,571,499. 
1,571,502. 
1,571,505. 


1,571,527 


1,571,528. 
1,571,537. 
1,571,548. 


1,571,551. 
1,571,553. 
1,571,556. 
1,571,562. 


1,571,566. 


1,571,574 


1,571,575. 


1,571,576 


1,571,582. 


1,571,584 


1,571,591. 


1,571,595 


1,571,613 


1,571,660. 


1,571,662 
1,571,670 


1,571,682. 


1,571,686 
1,571,689 
1,571,710 
1,571,716 
1,571,717 


1,571,718. 
1,571,722. 
1,571,723. 


1,571,732 


1,571,733. 
1,571,740. 


1,571,749 


1,571,769 


1,571,770. 
1,571,795. 
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SLMA SOUTHEASTERN LUMBER 
ER’S AND DESIGN. _ INT. 
12-25-1979. 

LIAISON & GUIDANCE. 
12-25-1979. 


MISCELLANEOUS DESIGN. 
12-25-1979. 


HOOK-A-RUG. INT. CL. 26. REG. 12- 


HEAVEN ON EARTH. 
2-26-1980. 


ROMIKA. INT. CL. 18 ONLY. REG. 4-15-1980. 


ELECTRO-TERM AND DESIGN. INT. CLS. 8 AND 
17 ONLY. REG. 3-31-1981. 


AROMAFLEUR. INT. CL. 42 ONLY. REG. 11-21-1989. 
EV. INT. CL. 5 ONLY. REG. 11-28-1989. 


BRUNSCHWIG CHEMIE AND DESIGN. INT. CL. 1. 
REG. 12-19-1989. 


HYPER GRO. INT. CL. 1. REG. 12-19-1989. 

MPM AND DESIGN. INT. CL. 2. REG. 12-19-1989. 
ATHOS. INT. CL. 3. REG. 12-19-1989. 

SOCOPLAN. INT. CLS. 3 AND 35. REG. 12-19-1989. 


HOSANNA AND DESIGN. INT. CL. 3. REG. 
12-19-1989. 


VISTA-PREP. INT. CL. 3. REG. 12-19-1989. 

JOUST. INT. CL. 3. REG. 12-19-1989. 

BANDAHGE COVERUP (STYLIZED). 
REG. 12-19-1989 

METRABOLIN GOLD. INT. CL. 5. REG. 

FORTIFY. INT. CL. 5. REG. 12-19-1989. 

AMINO-CON 1000. INT. CL. 5. REG. 12—19-1989. 


PEBBLE BEACH AND DESIGN. INT. CLS. 6, 14, 16, 
18, 20, 21, 26 AND 28. REG. 12-19-1989. 


DRILLERS. INT. CL. 6. REG. 12-19-1989 
RODAC. INT. CL. 7. REG. 12-19-1989. 


JRT JRT ENTERPRISES, INC. AND DESIGN. INT. CL. 
7. REG. 12-19-1989. 


STRETCHOSLIT. INT. CL. 7. REG. 12-19-1989. 
DRI AIR. INT. CL. 7. REG. 12-19-1989 


CADDY AND DESIGN. INT. CLS. 7, 11, 12 AND 21 
REG. 12-19-1989. 


FILE MAGIC. INT. CL. 8. REG. 12-19-1989. 


ASAHI-LITE (STYLIZED). INT. CL. 
12-19-1989. 


PAM. INT. CL. 9. REG. 12-19-1989. 
RQM. INT. CL. 9. REG. 12-19-1989. 
APPS. INT. CL. 9. REG. 12-19-1989 


HEURIKON CORP. (STYLIZED). 
12-19-1989 


SHOKAN AND DESIGN. INT. CL. 9. REG. 12-19-1989. 
PERSONAL TRAINING. INT. CL. 9. REG. 12-19-1989 
BOOK WHIZ. INT. CL. 9. REG. 12-19-1989. 
CA-EXAMINE. INT. CL. 9. REG. 12-19-1989 
HIGHSTYLE. INT. CL. 9. REG. 12-19-1989. 
POLYTHERM. INT. CL. 9. REG. 12-19-1989. 
VENTALERT. INT. CL. 9. REG. 12-19-1989. 
TELETOM. INT. CL. 10. REG. 12-19-1989. 
GENUCAST. INT. CL. 10. REG. 12-19-1989. 
UNIFORM. INT. CL. 10. REG. 12-19-1989. 
VERIFORM. INT. CL. 10. REG. 12-19-1989. 
VESTURE. INT. CL. 10. REG. 12-19-1989. 


HOTPOINT (STYLIZED). INT. CL. 
12-19-1989. 


PERIGEE. INT. CL. 12. REG. 12-19-1989. 
KRONOS. INT. CL. 12. REG. i2-19-1989. 


SHADETREE AND DESIGN. INT. CL. 
12-19-1989. 


MANUFACTUR- 
CL. 42. REG 


INT. CL. 42. REG 


INT. CL. 42. REG. 


25-1979. 
INT. CL. 9 ONLY. 


Y.. <%. 5. 


12-19-1989. 


INT. CL. 9. REG. 


11. REG. 


15. REG. 





FEB 20, 
1,571,797. 


1,571,811. 
1,571,813. 
1,571,821. 
1,571,822 


1,571,823. 
1,571,828. 
1,571,829. 


1,571,834. 
1,571,835. 
1,571,850. 
1,571,851. 
1,571,869. 
1,571,874. 


1,571,899. 
1,571,902. 


1,571,906. 
1,571,907. 


1,571,910. 
1,571,911. 
1,571,919. 
1,571,920. 
1,571,929. 
1,571,946. 


1,571,948. 
1,571,965. 
1,571,979. 
1,571,989. 
1,571,990. 
1,571,992. 
1,571,994. 
1,572,007. 
1,572,014. 
1,572,025. 
1,572,032. 
1,572,033 


1,572,043. 
1,$72,047. 


1,572,049. 
1,572,064. 
1,572,068. 


1,572,076. 
1,572,095. 


1,572,110. 


2001 


DEKORATIV AND DESIGN. 
12-19-1989. 

MAIL-GARD. INT. CL. 16. REG. 12-19-1989. 

CAREER PASSPORT. INT. CL. 16. REG. 12-19-1989. 

ANALOG BRIEFINGS. INT. CL. 16. REG. 12-19-1989. 


SUSAN GREEN’S CALIFORNIA CUISINE. INT. CL. 
16. REG. 12-19-1989. 


SUMMERSLAM. INT. CLS 
12-19-1989, 


THE CASSOPOLIS VIGILANT. 
12-19-1989. 


THE NILES DAILY STAR. 
12-19-1989. 

PACKAGE EXPRESS. INT. CL. 16. REG. 12-19-1989. 

PRESENT PERFECT. INT. CL. 16. REG. 12-19-1989. 

PTD (STYLIZED). INT. CL. 16. REG. 12-19-1989. 

CONVINCER. INT. CL. 16. REG. 12-19-1989. 

SWISSKLIP. INT. CL. 16. REG. 12-19-1989. 

BOXBOARD CONTAINERS. INT. CL. 16. 
12-19-1989. 

CIAT AND DESIGN. INT. CL 

GAA APPRAISAL MANUAL. 
12-19-1989. 

GOYA. INT. CL. 16. REG. 12-19-1989. 

COMPU GLO AND DESIGN. INT. CL. 
12-19-1989. 

BELL-FAST. INT. CL. 16. REG. 12-19-1989. 

GENOA. INT. CL. 16. REG. 12-19-1989. 

MYSTIQUE. INT. CL. 16. REG. 12-19-1989. 

KARISMACOLOR. INT. CL. 16. REG. 12-19-1989. 

DRAIN - IT. INT. CL. 17. REG. 12-19-1989. 


WE MAKE ORGANIZATION EASY!. INT. CL. 20. 
REG. 12-19-1989. 


WORLD SERIES AND DESIGN. 
25. REG. 12-19-1989. 


CONTINENTAL MATTRESS. 
12-19-1989. 


WINE WIKKET (STYLIZED). 
12-19-1989. 


COCOON AND _ DESIGN. 
12-19-1989. 

RODOLPH AND _ DESIGN. 
12-19-1989. 


MARGOT AND _ DESIGN. 
12-19-1989. 


PRO-S WEED BARRIER. 
12-19-1989. 


MISCELLANEOUS DESIGN. 
REG. 12--19-1989. 

MISCELLANEOUS DESIGN. 
12-19-1989. 

POG AND DESIGN. INT. CL. 25. REG. 12-19-1989. 

NU-MANNERS. INT. CL. 25. REG. 12-19-1989 

LE ROI. INT. CL. 25. REG. 12-19-1989. 

TRIFLES. INT. CL. 25. REG. 12-19-1989 

LUXURY DANCE SHOES SUPADANCE  INTER- 


NATIONAL LTD AND DESIGN. INT. CL. 25. REG. 
12-19-1989. 


CARGO AND DESIGN. INT. CL. 25. REG. 12-19-1989 


FLOP - HERS I N C AND DESIGN. INT. CL. 25 
REG. 12-19-1989. 


SCIENCE OF SPORTS AND DESIGN 
REG. 12-19-1989. 


HAWAII BLUES. INT. CL. 25. REG. 12-19-1989 


DYNAPULT AND DESIGN. INT. CL. 28. 
12-19-1989 


HH. INT. CL. 28. REG. 12-19-1989. 


INT. CL. 16. REG. 


16, 25 AND 41. REG 


INT. CL. 16. REG 


INT. CL. 16. REG 


REG. 


16. REG. 
INT. CL. 


12-19-1989. 
16. REG. 


16. REG. 


INT. CLS. 20 AND 
INT. CL. REG. 
INT. CL. REG. 
INT. CL. REG 
INT. CL. REG. 
INT. CL. REG. 
INT. CL. 24. REG 
INT. CLS. 25 AND 28. 


INT. CL. 25. REG 


INT. CL. 25 


REG. 


U.S. PATENT AND TRADEMARK OFFICE 


1,572,116. 


1,572,124. 
1,572,138. 


1,572,150. 
1,572,153. 
1,572,168. 
1,572,186. 


1,572,189. 
1,572,202. 


1,572,205. 


1,572,211. 


1,572,212. 


1,572,227. 


1,572,238. 


1,572,247. 
1,572,255. 


1,572,280. 
1,572,297. 
1,572,306. 
1,572,307. 


1,572,315. 


1,572,330. 


1,572,335. 


1,572,339. 
1,572,342. 
1,572,355. 
1,572,363. 
1,572,381. 


1,572,382. 
1,572,384. 


1,572,389. 
1,572,390. 


1,572,399. 


1,572,409. 
1,572,420. 


1,572,425. 
1,572,431. 


1,572,444. 


1,572,453 


1,572,460. 
1,572,482. 


1,572,489. 
1,572,490. 


TM 409 


FUNNY MONEY AND DESIGN. INT. CL. 28. REG. 
12-19-1989. 


DOOFFLES. INT. CL. 28. REG. 12-19-1989. 


THE WORLD THAT'S KNOT. INT. CL. 
12-19-1989. 


MAN-O-WAR. INT. CL. 28. REG. 12-19-1989 
CRIME FIGHTERS. INT. CL. 28. REG. 12-19-1989 
SPECTRAPLEX. INT. CL. 29. REG. 12-19-1989. 


AMICK’S SUGAR BARREL. INT. CL. 29. REG. 
12-19-1989. 


NATURE’S SECRET!. INT. CL. 29. REG. 12-19-1989. 


MISCELLANEOUS DESIGN. INT. CL. 30. REG. 
12-19-1989. 


PASTA DELLAPRKIMA AND DESIGN. INT. CL. 30. 
REG. 12-19-1989. 


ZIA ROSA’S AND DESIGN. INT. CL. 30. REG. 
12-19-1989. 


MISCELLANEOUS DESIGN. INT. CL. 
12-19-1989. 

TWO-FER’S AND DESIGN. 
12-19-1989. 

CHICK-FIL-A CHARGRILLED CHICKEN SANDWICH 
AND DESIGN. INT. CL. 30. REG. 12-19-1989. 

NICOLAI’S. INT. CL. 31. REG. 12-19-1989. 


SUNKIST AND DESIGN. INT. CL. 31. 
12-19-1989. 


HENNIEZ. INT. CL. 32. REG. 12-19-1989. 
MONTPELIER. INT. CL. 33. REG. 12-19-1989. 
ESTATE. INT. CL. 34. REG. 12-19-1989. 


GAS CHECK G AND DESIGN. INT. CL. 35. REG. 
12-19-1989. 


MULTISTATE TRANSMISSIONS. INT. CL. 35. REG. 
12-19-1989. 


COMMUNITY REHABILITATION SPECIALISTS, INC. 
AND DESIGN. INT. CL. 35. REG. 12-19-1989. 


THRIFT COUPON EXCHANGE. INT. CL. 35. REG. 
12-19-1989. 


PINKLINK. INT. CL. 35. REG. 12-19-1989. 
MAXTRACK. INT. CL. 35. REG. 12-19-1989. 

PRO FUND. INT. CL. 36. REG. 12-19-1989. 

WRL AND DESIGN. INT. CL. 36. REG. 12-19-1989. 


IDAHO FIRST AND DESIGN. INT. CL. 36. REG. 
12-19-1989. 


IDAHO FIRST. INT. CL. 36. REG. 12-19-1989. 


BAYBANK INTEREST CHECKING. INT. CL. 36. REG. 
12-19-1989. 


CYCLE-FOR-LIFE. INT. CL. 36. REG. 12-19-1989. 


AMERICAN BUSINESS COVERAGE P-L-U-S AND 
DESIGN. INT. CL. 36. REG. 12-19-1989. 


RIN ROBYN POOLS AND DESIGN. INT. CL. 37. REG. 
12-19-1989. 


COPYFAX. INT. CLS. 37 AND 42. REG. 12-19-1989. 


PC PRO-CLEAN (STYLIZED). INT. CL. 37. REG 
12-19-1989. 


A (STYLIZED). INT. CL. 37. REG. 12-19-1989. 


MISCELLANEOUS DESIGN. INT. CL. 37. 
12-19-1989. 


ALLNET ESP. INT. CL. 38. REG. 12-19-1989. 


SOUTH PACIFIC AND DESIGN. INT. CLS. 39 AND 
42. REG. 12-19-1989. 


EXPRESSWAY. INT. CL. 39. REG. 12-19-1989. 


NATIONAL WHEELCHAIR BASKETBALL ASSOCIA- 
TION. INT. CL. 41. REG. 12-19-1989. 


SFC AND DESIGN. INT. CL. 41. REG. 12-19-1989. 


SILVER FOX COMPUTER CLUB. INT. CL. 41. REG. 
12-19-1989 


28. REG 


30. REG. 


INT. CL. 30. REG 


REG. 


REG 





TM 410 
1,572,492. 
1,572,493. 
1,572,508. 
1,572,516. 
1,572,519. 


1,572,523. 


1,572,525 


1,572,529. 
1,572,536. 
1,572,541. 
1,572,552. 


1,572,557. 
1,572,562. 


1,572,563. 


572,571 


572,584 


572,591. 
572,631. 
1,572,633. 


1,572,642. 


572,644 
572,646 


572,668 


572.673. 
572,681. 
572,701. 


572,703 


572,716. 


572,717 


572,720. 


572,726 


572.745. 
572,749. 


572,764 
572,765 


572,766. 


572,775. 


572,783 


572,793. 


572,795 


572,796. 


572,809 


572,812. 
1,572,815. 


1,572,825 


1,572,828. 
1,572,881. 


1,572,898. 


1,572,917 


MISCELLANEOUS DESIGN. _ INT. 
12-19-1989. 


TCA TELE-COMMUNICATIONS ASSOCIATION AND 
DESIGN. INT. CL. 41. REG. 12-19-1989. 


COME SHARE THE THRILL OF IT. INT. CL. 41. REG. 
12-19-1989. 


COSI OHIO’S CENTER OF SCIENCE & INDUSTRY 
AND DESIGN. INT. CL. 41. REG. 12-19-1989. 


GAS CHECK G AND DESIGN. INT. CL. 42. REG. 
12-19-1989. 


CONVENTION LIAISON COUNCIL. INT. CL. 42. REG. 
12-19-1989. 


C AND DESIGN. INT. CL. 42. REG. 12-19-1989. 
CAREER PASSPORT. INT. CL. 42. REG. 12-19-1989. 
RYD-IN AND DESIGN. INT. CL. 42. REG. 12-19-1989. 
SCORE BOARD. INT. CL. 42. REG. 12-19-1989. 


BIGG’S TRUE MINIMUM PRICING AND DESIGN 
INT. CL. 42. REG. 12-19-1989. 


LIUSKI. INT. CL. 42. REG. 12-19-1989. 


DELTA FURNITURE RENTALS & SALES (STYL- 
IZED). INT. CL. 42. REG. 12-19-1989. 


PORKY’S TENDERLOIN. INT. CL. 42. 
12-19-1989. 


LETTUCE LEAF AND DESIGN. 
12-19-1989. 


MISCELLANEOUS DESIGN. 
12-19-1989. 


EASE. INT. CL. 42. REG. 12-19-1989 
POSTRIO (STYLIZED). INT. CL. 42. REG. 12-19-1989. 


YOUR MOTHER WOULD APPROVE.. INT. CL. 42 
REG. 12-19-1989. 


THE STANDARD FOR SEAFOOD EXCELLENCE. INT 
CL. 42. REG. 12-19-1989. 


JR. IDITAROD. U.S. CL. 200. REG. 12-19-1989. 


USEC FOUNDED 1926 IAPMO AND DESIGN. U.S 
CL. A. REG. 12-19-1989. 


NATIONAL RURAL HEALTH ASSOCIATION (STYL- 
IZED). INT. CL. 42. REG. 12-19-1989. 


ARANCIA. INT. CL. |. REG. 12-26-1989. 

STEPFAC (STYLIZED). INT. CL. 1. REG. 12-26-1989. 
TANK-MATE. INT. CL. 1. REG. 12-26-1989 

QSIL. INT. CL. 1. REG. 12-26-1989. 

PUROSTATIC. INT. CL. 1. REG. 12-26-1989. 
FABRELLE. INT. CL. 1. REG. 12-26-1989. 


TULIP PRODUCTIONS. INT. CLS. 2 AND 16. REG. 
12-26-1989. 


PLY-MASTIC. INT. CL. 2. REG. 12-26-1989 
RIBBONS & WAVES. INT. CL. 3. REG. 12-26-1989 
HARBOR MASTER. INT. CL. 3. REG. 12-26-1989. 
OIL-IT. INT. CL. 3. REG. 12-26-1989 

COMBAT. INT. CL. 3. REG. 12-26-1989. 


WILLIAM & CLARISSA AND DESIGN 
REG. 12-26-1989 


WONDER FLUFF. INT. CL. 3. REG. 12-26-1989 
UNDENIABLE. INT. CL. 3. REG. 12-26-1989 
INSTANT CHEF. INT. CL. 4. REG. 12-26-1989. 
RHONE MERIEUX. INT. CL. 5. REG. 12-26-1989 
HEALTHQUEST USA. INT. CL. 5. REG. 12-26-1989 
CONNAUGHT. INT. CL. 5. REG. 12-26-1989. 
BAND-ETTES. INT. CL. 5. REG. 12-26-1989. 
CLASSIC CEDAR. INT. CL. 5. REG. 12-26-1989. 
STEM. INT. CL. 5. REG. 12-26-1989 

SYNALAR-HP. INT. CL. 5. REG. 12-26-1989. 


KUSTOM KOMFORT FLOORS. INT. CL. 6. REG 
12-26-1989. 


WOODSON. INT. CL. 7. REG. 12-26-1989. 
RSTI AND DESIGN. INT. CL. 7. REG. 


CL. 41. REG. 


REG. 


INT. CL. 42. REG. 


INT. CL. 42. REG. 


INT. CL. 3. 


12-26-1989. 


OFFICIAL GAZETTE 


1,572,923. 


1,572,924 


1,572,926. 
1,572,927. 


1,572,930. 
1,572,931. 
1,572,945. 
1,572,955. 
1,572,956. 


1,572,963. 
1,572,964. 
1,572,968. 


1,572,971 


1,572,987. 
1,572,988. 


1,572,989. 


1,572,990. 
1,573,003. 


1,573,029 


1,573,037. 


1,573,039. 


1,573,042. 
1,573,043. 


1,573,047. 


1,573,064. 
1,573,077. 
1,573,078. 
1,573,089. 
1,573,099. 
1,573,112. 
1,573,116. 


1,573,133 


1,573,140. 
1,573,149. 
1,573,150. 


1,573,151 


1,573,156 


1,573,165. 


1,573,171 


1,573,177. 
1,573,181. 


1,573,182 


1,573,185. 


1,573,203 


1,573,227. 
1,573,232. 
1,573,236. 


1,573,240 


1,573,253. 


1,573,304. 


1,573,306. 
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ROLL BALER AND DESIGN. INT. CL. 7. REG. 
12-26-1989. 


PRINGLE POWER-VAC. INT. CL. 7. REG. 12-26-1989. 
DISCOVERY. INT. CL. 7. REG. 12-26-1989. 


CLARKE AMERICAN-LINCOLN AND DESIGN. INT. 
CL. 7. REG. 12-26-1989. 


FORCE II. INT. CL. 7. REG. 12-26-1989. 
FORCE I. INT. CL. 7. REG. 12-26-1989. 
MARK X. INT. CL. 7. REG. 12-26-1989. 
TRAKKA. INT. CL. 8. REG. 12-26-1989. 


MISCELLANEOUS DESIGN. INT. CL. 8. 
12-26-1989. 


METERJET. INT. CL. 8. REG. 12-26-1989. 
UNI-TACH. INT. CL. 8. REG. 12-26-1989. 
SILENT WITNESS. INT. CL. 9. REG. 12-26-1989. 


INTERACTIVE DATA EXTRACTION AND ANALYSIS 
(STYLIZED). INT. CL. 9. REG. 12-26-1989. 


PFLEID. INT. CL. 9. REG. 12-26-1989. 
MICROCLASSIC. INT. CL. 9. REG. 12-26-1989. 
JETSTREAM. INT. CL. 9. REG. 12-26-1989. 
ZICOT. INT. CLS. 9 AND 10. REG. 12-26-1989. 
CELLMAX. INT. CL. 9. REG. 12-26-1989. 


DOOR SYSTEMS AND DESIGN. INT. CL. 9. REG 
12-26-1989. 


PROSELL. INT. CLS. 9 AND 16. REG. 


NATIONWIDE AND DESIGN. 
12-26-1989. 


TOUCH-UP. INT. CL. 9. REG. 12-26-1989. 


CHECKPOINT AND DESIGN. INT. CL. 9. REG. 
12-26-1989. 


SLAMSYSTEM. INT. CL. 9. REG. 12-26-1989. 
ACHWORKS. INT. CL. 9. REG. 12-26-1989 
ATLUS. INT. CL. 9. REG. 12-26-1989. 
ASTRO-GLASS. INT. CL. 9. REG. 12-26-1989. 
GLMS. INT. CL. 9. REG. 12-26-1989. 
POLYSPRAY. INT. CL. 9. REG. 12-26-1989. 
GRIDMIKE. INT. CL. 9. REG. 12-26-1989 
COBAS EIA. INT. CL. 9. REG. 12-26-1989. 
DIGISCAN. INT. CL. 10. REG. 12-26-1989. 
DUFFY DOG. INT. CL. 10. REG. 12-26-1989. 
OUT-N-ABOUT. INT. CL. 10. REG. 12-26-1989. 


STAODYN AND DESIGN. INT. CL. 10. 
12-26-1989 
VISOSHIELD 
12-26-1989. 


SIGVARIS 202 (STYLIZED). 
12-26-1989. 


GRIFFO-GRILL. INT. CL. 11. REG. 12-26-1989. 

TRIMATE. INT. CL. 11. REG. 12-26-1989. 

WAYMASTER. INT. CL. 11. REG. 12-26-1989. 

THRIFT/MATE. INT. CL. 11. REG. 12-26-1989. 

AUTOMATIC HOME BAKERY. INT. CL. II. 
12-26-1989. 

MISCELLANEOUS DESIGN. 
12-26-1989 

FLATS. INT. CL. 12. REG. 12-26-1989. 

GO-CHAIR. INT. CL. 12. REG. 12-26-1989. 

ALLEGRE. INT. CL. 12. REG. 12-26-1989. 

LIFT-A-FILE. INT. CL. 12. REG. 12-26-1989. 

SPORTSMAN. INT. CL. 12. REG. 12-26-1989 

TARA KATE COLLECTION (STYLIZED). INT. CL. 14 
REG. 12-26-1989. 

PHYSICIAN'S MANAGEMENT. 
12-26-1989. 

PLANE TRUTH AND DESIGN. 
12-26-1989. 


REG. 


12-26-1989. 
INT. CL. 9. REG. 


(STYLIZED). INT. CL. 10. 


INT. CL. 10. 


REG. 


INT. CL. 11. REG. 


INT. CL. 16. REG. 


INT. CL. 16. REG. 





FEB 20, 
1,573,314. 


1,573,330. 
1,573,360. 
1,573,372. 


1,573,375. 


1,573,391. 
1,573,392. 
1,573,401 


1,573,439. 
1,573,441. 
1,573,448. 


1,573,464 


1,573,466. 
1,573,486 


1,573,491. 


1,573,509 
1,573,510. 
1,573,512 


1,573,521. 


1,573,528. 
1,573,530. 
1,573,532 
1,573,554. 


1,573,570. 
1,573,581. 


1,573,586. 
1,573,587. 
1,573,590. 


1,573,605. 
1,573,606 


1,573,608. 
1,573,628. 
1,573,632 
1,573,637. 
1,573,645. 
1,573,655. 


1,573,680. 
1,573,681. 


1,573,686. 
1,573,689. 


1,573,696. 
1,573,698. 


1,573,714. 
1,573,721. 
1,573,724. 


2001 


AMERICA THE GREATEST. 
12-26-1989. 


FASHION-MATE. INT. CL. 16. REG. 12-26-1989 
MELROE. INT. CL. 17. REG. 12-26-1989. 


BARONET (STYLIZED). INT. CL. 18 
12-26-1989. 


FAST TRAK AND DESIGN. 
12-26-1989. 


POLYWHITE. INT. CL. 19. REG. 12-26-1989 
ROTOPRINT. INT. CL. 19. REG. 12-26-1989, 


NEWPORT AND DESIGN. INT. CL. 19. 
12-26-1989. 


CLIK!COOLER. INT. CL. 21. REG. 12-26-1989. 

GRAYON. INT. CL. 22. REG. 12-26-1989. 

CAROLINE COUNTRY RUFFLES. INT. CL. 24. REG 
12-26-1989. 

C-S-L CHERRY STIX LTD AND DESIGN. INT. CL. 
25. REG. 12-26-1989. 

PRIMA. INT. CL. 25. REG. 12-26-1989. 


SOF’BILL AND DESIGN. INT. CL. 25 
12-26-1989. 


CHESAPEAKE BAY TRADERS. 
12-26-1989. 


REACTOR. INT. CL. 25. REG. 12-26-1989. 
DAN POST. INT. CL. 25. REG. 12-26~1989. 


BRISTOL BAY BREAKERS AND DESIGN. INT. CL. 
25. REG. 12-26-1989. 


GIORDANA (STYLIZED). 
12-26-1989 


BORDER TOWN. INT. CL. 25. REG. 12-26-1989 
BARNABY. INT. CL. 25. REG. 12-26-1989. 
CUSHION COMFORT. INT. CL. 25. REG. 12-26-1989. 


COUNTRY STYLE AND DESIGN. INT. CL. 27. REG. 
12-26-1989. 


VELOCITIZED FREQUENCY MATCHED. INT. CL. 28. 
REG. 12-26-1989. 


TREE DIMENSIONS (STYLIZED). INT. CL. 28. REG. 
12-26-1989. 


SS R. INT. CL. 28. REG. 12-26-1989. 
INFO. INT. CL. 28. REG. 12-26-1989. 


GENERAL QUARTERS SOFTWARE. 
REG. 12-26-1989. 


B.L.T.. INT. CL. 29. REG. 12-26-1989. 


WE PUT THE GOOD TASTE IN CHEESE. INT. CL 
29. REG. 12-26-1989. 


ROYAL SEA. INT. CL. 29. REG. 12-26-1989 

MIKE ROSE. INT. CL. 29. REG. 12-26-1989. 
L’ESTORNELL. INT. CL. 29. REG. 12-26-1989 
SAPORITO. INT. CLS. 29 AND 30. REG. 12-26-1989. 
BIG BREW. INT. CL. 30. REG. 12-26-1989. 


TUNNOCK’S MILK CHOCOLATE WAFER CREAM 
AND DESIGN. INT. CL. 30. REG. 12-26-1989. 


SOYDANCE PIZZA AND DESIGN. INT. CL. 30. REG 
12-26-1989. 


NICE "N SPICY SEASONING. INT. CL. 30. REG. 
12-26-1989. 


QUAKER. INT. CL. 30. REG. 12-26-1989. 


MISCELLANEOUS DESIGN. INT. CL. 
12-26-1989. 


CHAMP CHUNX. INT. CL. 31. REG. 12-26-1989. 

SEGELIN’S AND DESIGN. INT. CL. 31. 
12-26-1989. 

MARGATE. INT. CL. 32. REG. 12-26-1989. 

SAM’S AND DESIGN. INT. CL. 33. REG. 12-26-1989. 


AYC SABERS CANDELA LIGHT. INT. CL. 34. REG. 
12-26-1989. 


INT. CL. 16. REG. 


REG. 


INT. CL. 19. REG 


REG. 


REG 


INT. CL. 25. REG. 


INT. CL. 25. REG. 


INT. CL. 28 


30. REG 


REG. 


U.S. PATENT AND TRADEMARK OFFICE 


1,573,737. 


1,573,742. 


1,573,746. 


1,573,747 


1,573,748. 


1,573,753. 
1,573,758. 


1,573,781. 
1,573,783. 
1,573,789. 


1,573,793. 


1,573,797 


1,573,802. 


1,573,803. 
1,573,820. 


1,573,821. 


1,573,824. 
1,573,826. 


1,573,829. 
1,573,833. 


1,573,834. 


1,573,837. 


1,573,848. 
1,573,855. 
1,573,857. 
1,573,858. 


1,573,867. 


1,573,876. 


1,573,882. 


1,573,885 


1,573,887. 


1,573,896. 


1,573,902. 


1,573,917. 
1,573,925. 


1,573,930. 


1,573,952. 


1,573,958. 


1,573,959. 


1,573,965. 


TM 411 


COMMAND AND DESIGN. INT. CLS. 35 AND 39. 
REG. 12-26-1989. 

Cl CORPORATE IMAGES AND DESIGN. INT CL. 35. 
REG. 12-26-1989. 


PRIMENET DATASYSTEMS. INT. CL. 35. 
12-26-1989. 


CALL CARE AND DESIGN. INT. CL. 35. REG. 
12-26-1989. 


I WANT YOU AND DESIGN. 
12-26-1989. 
LAMBTOWN, U.S.A.. INT. CL. 35. REG. 12-26-1989. 


FAX A TEMP AND DESIGN. INT. CL. 35. REG 
12-26-1989. 


FUTURESHOW. INT. CL. 35. REG. 12-26-1989. 
FLEX MORTGAGE. INT. CL. 36. REG. 12-26-1989. 


ENERGY AMERICA EA AND DESIGN. INT. CLS. 36 
AND 39. REG. 12-26-1989. 


NCMS AND DESIGN. INT. CL. 36. REG. 12-26-1989. 


HOUSEHOLD BANKER BEAR. INT. CL. 36. REG. 
12-26-1989. 


NEVADA SAVINGS & LOAN ASSOCIATION. INT 
CL. 36. REG. 12-26-1989. 


FIRST BANK SYSTEM. INT. CL. 36. REG. 12-26-1989. 


UNION BANK AND DESIGN. INT. CL. 36. REG. 
12-26-1989. 


UNION BANK AND DESIGN. INT. CL. 36. REG. 
12-26-1989. 


C AND DESIGN. INT. CL. 36. REG. 12-26-1989. 


APARTMENT EXPRESS. INT. CL. 36 
12-26-1989. 


UBS SECURITIES INC. INT. CL. 36. REG. 12-26-1989 

BANKING A LA CARTE. INT. CL. 36. REG. 
12-26-1989. 

CORRESPONDENT OF CHOICE. INT. CL. 36. REG. 
12-26-1989. 

DENTAL PLAN AMERICA AND DESIGN. INT. CL. 
36. REG. 12-26-1989. 

CMI AND DESIGN. INT. CL. 37. REG. 12-26-1989. 

FIBROMAC. INT. CL. 37. REG. 12-26-1989. 

4 S-I-D-I-N-G. INT. CL. 37. REG. 12-26-1989. 


MISCELLANEOUS DESIGN. INT. CLS. 37, 38 AND 
42. REG. 12-26-1989. 


K-ROCK 92.3 FM AND DESIGN. INT. CL. 38. REG. 
12-26-1989. 


WIEN AIR ALASKA (STYLIZED). INT. CL. 39. REG 
12-26-1989. 


HF HYMAN FREIGHTWAYS, INC. (STYLIZED). INT. 
CL. 39. REG. 12-26-1989 


WE'RE TRYING HARDER THAN EVER. INT. CL. 39. 
REG. 12-26-1989. 


WE'RE WITH YOU ALL THE WAY. INT. CL. 39. 
REG. 12-26-1989. 


SHIPYARD PLANTATION. INT. CLS. 41 
REG. 12-26-1989. 


KIDS EMPOWERING DAYS. INT. CL. 41 
12-26-1989. 


AFFINITEC. INT. CL. 41. REG. 12-26-1989. 


MINNESOTA STATE HIGH SCHOOL LEAGUE AND 
DESIGN. INT. CL. 41. REG. 12-26-1989. 


EXCALIBUR. INT. CL. 41. REG. 12-26-1989. 


VIDEO VISION AND DESIGN. INT. CL. 42. REG 
12-26-1989. 


QUEST FOR QUALITY DISTRIBUTION AND DE- 
SIGN. INT. CL. 42. REG. 12-26-1989. 


BIGG’S FOODS TRUE MINIMUM PRICE (STYLIZED). 
INT. CL. 42. REG. 12-26-1989. 


TEAM SPIRIT. INT. CL. 42. REG. 12-26-1989. 


REG. 


INT. CL. 35. REG. 


REG 


AND 42. 


REG. 





TM 412 


1,573,966 


1,573,972. 
1,573,976. 


1.573.982 


1,573,987 
1,573,989 
1,573,992 


1,573,993. 


1,573,994 
1,574,004 


1,574,006 
1,574,020 
1,574,023 


1,574,026. 


1,574,041 
1,574,054 
1,574,062 


1,574,072 
1,574,076 
1,596,057 


1,597,087 
1,597,182 
1,598,099 


1,628,572 


1,722,646 


1,789,613. 


1,797,965 
1,799,110 
1,811,743 


1,811,744. 


1,811,745. 


1,811,747 


1,811,748. 
1,811,749. 
1,811,750. 
1,811,752. 


1,811,753. 
1,811,754. 
1,811,760. 


1,811,761. 


1,811,762. 


1,811,770 


1,811,771. 


1,811,774. 


1,811,784. 
1,811,787. 
1,811,790. 


1,811,792. 


OFFICIAL GAZETTE 


BROADWAY'S JERUSALEM 2 PIZZA-FALAFEL AND 
DESIGN. INT. CL. 42. REG. 12-26-1989 


TOOLS FOR LIVING. INT. CL. 42. REG. 12-26-1989. 


BUDD FRIEDMAN MARK LONOW IMPROVISATION 
AND DESIGN. INT. CL. 42. REG. 12-26-1989 


EMERALD DRAGON AND DESIGN. INT. CL. 42 
REG. 12-26-1989 


TECHNOPOLIS. INT. CL. 42. REG. 12-26-1989. 
FLEXFUND. INT. CL. 42. REG. 12-26-1989. 
THE DUNES. INT. CL. 42. REG. 12-26-1989 


THE BAY CLUB AND DESIGN. INT. CL. 42 
12-26-1989. 


THE BAY CLUB. INT. CL. 42. REG. 12-26-1989. 


QUALITY FOOD & VENDING CO., INC. (STYLIZED). 
INT. CL. 42. REG. 12-26-1989 


DESOTO’S. INT. CL. 42. REG. 12-26-1989. 
BULS PLUS. INT. CL. 42. REG. 12-26-1989 


W WHEELERS AND DESIGN. INT. CL. 42. 
12-26-1989. 


SERVICE STATION. INT. CL. 42. REG. 
B.0.Q.. INT. CL. 42. REG. 12-26-1989 
ATLAS. INT. CL. 42. REG. 12-26-1989. 


HAIRDO & MAKEOVERS. INT. CL. 16. 
12-26-1989. 


MOCHACCINO. INT. CL. 30. REG. 12-26-1989. 
FUEL MART. INT. CL. 37. REG. 12-26-1989 


CHOPARD (STYLIZED). INT. CL. 6 ONLY. REG 
5-15-1990 


PAINT-SAFE. INT. CL. 3 ONLY. REG. 5-22-1990 
KRUPS. INT. CLS. 8 AND 14 ONLY. REG. 5-22-1990. 


EAGLE VISION AND DESIGN. INT. CL. 5 ONLY 
REG. 5-29-1990. 


SEIDMAN ASSOCIATES. 
12-18-1990 


SHIM GUM DO. INT. CL. 41. REG. 10-6-1992. 
1-800-REMODEL. INT. CL. 35. REG. 8-24-1993 
MOTOBOARD. INT. CL. 28. REG. 10-12-1993 
CC (STYLIZED). INT. CL. 9. REG. 10-19-1993 
CLINAK. INT. CLS. 1, 5, 9 AND 10. REG. 12-21-1993 


SINCLAIR PAINT (STYLIZED). INT. CLS. 1, 2, 3, 7, 
8, 9, 16, 17, 21, 22 AND 25. REG. 12-21-1993. 


ELITE CHEMICALS (STYLIZED). INT. CL. 1. REG. 
12-21-1993. 


K-MIX. INT. CL. 1. REG. 12-21-1993. 

SOLU-PLEX. INT. CL. 1. REG. 12-21-1993. 

STONE MEDIC. INT. CL. 1. REG. 12-21-1993. 
INTERBIO. INT. CLS. | AND 42. REG. 12-21-1993. 


INDIO AND DESIGN. INT. CLS. | AND 3. REG 
12-21-1993. 


VELUSTROL. INT. CL. 1. REG. 12-21-1993 
TEMVULC. INT. CL. 1. REG. 12-21-1993. 


THE SIMPSONS AND DESIGN. INT. CL. 2 
12-21-1993. 


COLOSSAL COLOR 
12-21-1993. 

SPECTRUM COLOR 
12-21-1993. 

TWAIN. INT. CL. 3. REG. 12-21-1993. 


PJ AND DESIGN. INT. CLS. 3, 9, 10, 14, 
AND 28. REG. 12-21-1993. 


CASA NOSTRA. INT. CLS. 
12-21-1993. 


SOFT LIGHT. INT. CL. 3. REG. 12-21-1993 
F P (STYLIZED). INT. CL. 3. REG. 12-21-1993. 


NATURES FAMILY AND DESIGN. INT. CL. 3. REG. 
12-21-1993. 


ROMY. INT. CL. 3. REG. 12-21-1993. 


REG 


REG 


12-26-1989 


REG 


INT. CL. 35 ONLY. REG. 


REG. 
KIT. INT. CL. 


KIT. INT. CL. 


16, 18, 25 


3 AND 4. REG. 


1,811,794 


1,811,795. 
1,811,796. 
1,811,799. 


1,811,801. 
1,811,805. 
1,811,808. 


1,811,810. 
1,811,811. 
1,811,812. 
1,811,813. 
1,811,815. 
1,811,816. 


1,811,818. 
1,811,820. 


1,811,824. 


1,811,825. 


1,811,830 
1,811,832 
1,811,833 


1,811,838. 


1,811,839. 
1,811,842. 


1,811,843. 


1,811,845 


1,811,848. 


1,811,850 


1,811,854. 
1,811,864. 
1,811,866. 
1,811,872. 


1,811,874. 
1,811,875. 
1,811,876. 


1,811,878. 


1,811,879. 
1,811,884. 
1,811,887. 
1,811,890. 
1,811,892. 
1,811,893. 
1,811,895. 
1,811,897. 
1,811,898. 
1,811,899. 


1,811,904. 
1,811,905. 
1,811,906. 
1,811,907. 


1,811,908. 


FEB 20, 2001 


B (STYLIZED). INT. CL. 3. REG. 12-21-1993. 
FORGET THE FRIZZ. INT. CL. 3. REG. 12-21-1993. 
DAZ. INT. CL. 3. REG. 12-21-1993. 


IRMCO COLDCOAT AND DESIGN. INT. CL. 4. REG. 
12-21-1993. 


BIOVIR. INT. CL. 5. REG. 12-21-1993. 
ACROTEST. INT. CL. 5. REG. 12-21-1993. 


HFA OPTA AND DESIGN. INT. CL. 5 
12-21-1993. 


DERMASHELL. INT. CL. 5. REG. 12-21-1993 
PROMOLT. INT. CL. 5. REG. 12-21-1993. 

ISOREP. INT. CL. 5. REG. 12-21-1993. 

TH21 (STYLIZED). INT. CL. 5. REG. 12-21-1993 
RADIANT (STYLIZED). INT. CL. 5. REG. 12-21-1993. 


MISCELLANEOUS DESIGN. INT. CL. 5. REG 
12-21-1993. 


CARNIVAL. INT. CL. 5. REG. 12-21-1993. 


MISCELLANEOUS DESIGN. INT. CL. 6. 
12-21-1993. 


SEAMLESS GUTTER PRODUCTS MANUFACTURERS 
OF THE *‘JUMBO BRACKET” AND DESIGN. INT 
CL. 6. REG. 12-21-1993. 


SAFTE STEEL AUXILIARY FUEL TANK ENCLO- 
SURES. INT. CL. 6. REG. 12-21-1993. 


WB. INT. CL. 6. REG. 12-21-1993. 
BRELYT. INT. CL. 6. REG. 12-21-1993. 


IHS INTERNATIONAL HAZMAT STORAGE AND DE- 
SIGN. INT. CL. 6. REG. 12-21-1993. 


THAI TANTALUM AND DESIGN. INT. CL 
12-21-1993. 


ATTIC MASTER. INT. CL. 6. REG. 12-21-1993. 


THE SCIENCE OF SERVICE AND DESIGN. INT. CLS. 
7 AND 12. REG. 12-21-1993. 


TRUFFI. INT. CLS. 7 AND 11. REG. 12-21-1993. 


MISCELLANEOUS DESIGN. INT. CLS. 7, 9, 
AND 42. REG. 12-21-1993. 


CAMCO AND DESIGN. INT. CL. 7. REG. 12-21-1993. 


MXK INTERNATIONAL AND DESIGN. INT. CLS. 7, 
9, 11 AND 35. REG. 12-21-1993. 


ULTRATEMP. INT. CL. 7. REG. 12-21-1993. 
HFR (STYLIZED). INT. CL. 7. REG. 12-21-1993. 
TRU-TRAC. INT. CL. 7. REG. 12-21-1993. 


MISCELLANEOUS DESIGN. INT. CL. 7. 
12-21-1993. 


PEEL-O-MATIC. INT. CL. 7. REG. 12-21-1993. 
ULTRAFLOW. INT. CL. 7. REG. 12-21-1993. 


RED-I-FLEX AND DESIGN. INT. CL. 7. 
12-21-1993. 


THE MAGIC CUBES BY MERLIN. INT. CLS. 8, 10 
AND 21. REG. 12-21-1993. 


KLINGE. INT. CL. 8. REG. 12-21-1993. 
PYRAMID. INT. CL. 9. REG. 12-21-1993. 
OPENADA. INT. CL. 9. REG. 12-21-1993. 
POWER UP. INT. CL. 9. REG. 12-21-1993. 
ACUFILE. INT. CLS. 9 AND 16. REG. 
NEOSIGN. INT. CL. 9. REG. 12-21-1993. 
TYPHOON. INT. CLS. 9 AND 25. REG. 12-21-1993. 
TUK. INT. CL. 9. REG. 12-21-1993. 

POWERCACHE. INT. CL. 9. REG. 12-21-1993. 


SISMO Q PRODUCTS (STYLIZED). INT. CL. 9. REG. 
12-21-1993. 


SUPERLAYER. INT. CL. 9. REG. 12-21-1993. 
BOB MACKIE. INT. CLS. 9 AND 14. REG. 12-21-1993. 
MINI MOUSE. INT. CL. 9. REG. 12-21-1993. 


MPOWER AND DESIGN. INT. CL. 9. 
12-21-1993. 


M/POWER. INT. CL. 9. REG. 12-21-1993. 


REG. 


REG 


6. REG. 


19, 37 


REG. 


REG. 


12-21-1993. 


REG. 





FEB 20, 


1,811,911 
1,811,912. 


1,811,914 
1,811,916. 
1,811,917. 


1,811,918. 
1,811,921. 
1,811,924. 


1,811,925. 
1,811,927. 
1,811,929. 
1,811,930. 
1,811,931. 


1,811,933. 


1,811,934. 
1,811,935. 
1,811,936. 
1,811,937 


1,811,940. 
1,811,941. 


1,811,945. 
1,811,946. 


1,811,947. 
1,811,949. 
1,811,952. 
1,811,953. 
1,811,958. 
1,811,960 


1,811,961. 
1,811,963. 
1,811,967. 


1,811,968. 
1,811,970. 
1,811,971. 


1,811,972. 
1,811,973. 


1,811,974. 
1,811,975. 
1,811,976. 


1,811,979. 
1,811,983. 


1,811,986. 


1,811,987. 
1,811,988. 
1,811,995. 
1,811,998. 
1,812,000. 
1,812,003. 


2001 


MICROFILL. INT. CL. 9. REG. 12-21-1993. 


MISCELLANEOUS DESIGN. 
REG. 12-21-1993. 


160. INT. CL. 9. REG. 12-21-1993. 
SMART PACK. INT. CL. 9. REG. 12-21-1993. 


QUANTUMLINK. INT. CLS. 9 AND 41. 
12-21-1993 


STATE OF CLAUDE MONTANA (STYLIZED). INT. 


CLS. 9, 14, 18 AND 25. REG. 12-21-1993. 


THE MACWORLD RESOURCE CD. INT. CL. 9. REG 
12-21-1993. 


ENVIROGEN AND DESIGN. 
12-21-1993. 


1Q MANAGER. INT. CL. 9. REG. 12-21-1993. 
SPIF. INT. CL. 9. REG. 12-21-1993. 
INDE-PET. INT. CL. 9. REG. 12-21-1993. 
TRANSLATOR. INT. CL. 9. REG. 12-21-1993 


INT. CL 


POWERTEC DFR AND DESIGN. INT. CL. 9. REG. 


12-21-1993 
ACCULYTE AND _ DESIGN. 
12-21-1993. 
LASERACCESS. INT. CL. 9. REG. 12-21-1993. 
“ACDC"’. INT. CL. 9. REG. 12-21-1993. 
RK/BRIDGE. INT. CL. 9. REG. 12-21-1993. 


QUICK INN AND DESIGN. INT. CL. 9 
12-21-1993. 


NAVPLOT. INT. CL. 9. REG. 12-21-1993. 


PROCESS INTELLIGENCE AND DESIGN. 
9. REG. 12-21-1993 


RESTAURACION (STYLIZED). 
12-21-1993. 


MISCELLANEOUS DESIGN. 
REG. 12-21-1993. 


GEOSEIS. INT. CL. 9. REG. 12-21-1993. 
WORKFAST. INT. CL. 9. REG. 12-21-1993. 
CORELCHART. INT. CL. 9. REG. 12-21-1993. 
ICPI AND DESIGN. INT. CL. 9. REG. 12-21-1993. 
POISON. INT. CL. 9. REG. 12-21-1993. 


SPORTS PLUS AND DESIGN. 
12-21-1993. 


API (STYLIZED). INT. CL. 9. REG. 12-21-1993. 
ALTSYS ROLLUP. INT. CL. 9. REG. 12-21-1993. 


INT. CL. 9. 


INT. CL 


INT. CLS. 9 AND 16 


BASS CREATIONS PRODUCTIONS AND DESIGN. 


INT. CL. 9. REG. 12-21-1993. 


SOLUS AND DESIGN. INT. CL. 9. REG. 12-21-1993. 


CONSIST FA. INT. CL. 9. REG. 12-21-1993. 


DOYLE BASEBALL AND DESIGN. INT. CLS. 9, 16, 


25, 28 AND 41. REG. 12-21-1993. 
POOL WATCH. INT. CL. 9. REG. 12-21-1993. 


THE WAVE AND DESIGN. 
12-21-1993. 


TRIK (STYLIZED). INT. CL. 9. REG. 12-21-1993 
TR-PLUS. INT. CL. 9. REG. 12-21-1993. 


HARVEY COMICS AND DESIGN. INT. CL. 9. 
12-21-1993. 


INFORMM. INT. CL. 9. REG. 12-21-1993. 


MISCELLANEOUS DESIGN. INT. CL. 9. 
12-21-1993. 


MUSICSCAN 
12-21-1993. 


CAPRS. INT. CL. 9. REG. 12-21-1993. 
QUICKSTUDY. INT. CL. 9. REG. 12-21-1993. 
PYRRHUS. INT. CL. 9. REG. 12-21-1993. 
NORDITEST. INT. CL. 10. REG. 12-21-1993. 

CC (STYLIZED). INT. CL. 10. REG. 12-21-1993. 
PD AND DESIGN. INT. CL. 10. REG. 12-21-1993. 


(STYLIZED). INT. CL. 9. 


INT. CLS. 9 AND 16. 


REG. 


9. REG. 


REG. 


REG. 


INT. CL. 9. REG. 


INT. CL. 9. REG. 


INT. CL. 9. REG. 


U.S. PATENT AND TRADEMARK OFFICE 


1,812,005 


1,812,008. 


1,812,009. 
1,812,010. 
1,812,011. 


1,812,013. 
1,812,018. 
1,812,020. 
1,812,022. 
1,812,024. 
1,812,028. 
1,812,029. 


1,812,035. 
1,812,036. 
1,812,038. 
1,812,041. 


1,812,043. 
1,812,045. 


1,812,046. 
1,812,047. 
1,812,048. 
1,812,052. 


1,812,053. 
1,812,054. 
1,812,057. 
1,812,061. 
1,812,067. 


1,812,068. 


1,812,069. 
1,812,072. 
1,812,073. 


1,812,076. 
1,812,077. 
1,812,081. 


1,812,082. 


1,812,083. 
1,812,084. 


1,812,090. 


1,812,092. 


1,812,095. 


1,812,096. 


1,812,099. 


1,812,102. 


1,812,104. 
1,812,105. 


1,812,107. 


TM 413 


CONTOUR PAK (STYLIZED). 
12-21-1993. 


FOXCRAFT INCORPORATED AND DESIGN. INT. CL. 
10. REG. 12-21-1993. 


321 Q AND DESIGN. INT. CL. 10. REG. 12-21--1993. 
DYNA-DRIVE. INT. CL. 10. REG. 12-21-1993. 


DYNA-DRIVE BACK SUPPORT AND DESIGN. INT. 
CL. 10. REG. 12-21-1993. 


UNILAP/CHOLE. INT. CL. 10. REG. 12-21-1993 

SWENSON. INT. CL. 11. REG. 12-21-1993. 

UNIBREW. INT. CL. 11. REG. 12-21-1993 

MINI PF. INT. CL. 11. REG. 12-21-1993. 

COMPACT-HEAT. INT. CL. 11. REG. 12-21-1993. 

THERMAFLOW. INT. CL. 11. REG. 12-21-1993. 

CRAFTMATE AND DESIGN. INT. CL. 11. 
12-21-1993. 

AG-GATOR. INT. CL. 12. REG. 12-21-1993. 

SWATCAT. INT. CL. 12. REG. 12-21-1993. 

WCF. INT. CL. 12. REG. 12-21-1993. 

WE KIDS AND DESIGN. INT. CLS. 12 AND 28. REG 
12-21-1993. 

LIYANG (STYLIZED). INT. CL. 12. REG. 12-21-1993. 

CPI AEROSTRUCTURES. INT. CL. 12. REG. 
12-21-1993. 

CPI (STYLIZED). INT. CL. 12. REG. 12-21-1993. 

TIRE SHUTTLE. INT. CL. 12. REG. 12-21-1993. 

NAC Ill. INT. CL. 12. REG. 12-21-1993. 


MISCELLANEOUS DESIGN. INT. CL. 12. 
12-21-1993. 


LEDGER. INT. CL. 12. REG. 12-21-1993. 

INRITE AND DESIGN. INT. CL. 12. REG. 12-21-1993. 
C AND DESIGN. INT. CL. 13. REG. 12-21-1993. 

VOL DE NUIT. INT. CL. 14. REG. 12-21-1993. 


SISTER TO SISTER (STYLIZED). INT. CL. 14. REG. 
12-21-1993. 

MISCELLANEOUS DESIGN. INT. CL. 14. 
12-21-1993. 

B AND DESIGN. INT. CL. 14. REG. 12-21-1993. 

CLASP WRAP. INT. CL. 14. REG. 12-21-1993. 


STRANDED OUT WEST AND DESIGN. INT. CL. 14. 
REG. 12-21-1993. 


MIDCO. INT. CL. 15. REG. 12-21-1993. 

LIGNOPLUS. INT. CL. 16. REG. 12-21-1993. 

FABULOUS FLAVORS. INT. CLS. 16 AND 28. REG. 
12-21-1993. 


CATOONS AND DESIGN. INT. CL. 16. 
12-21-1993. 


UPDATE (STYLIZED). INT. CL. 16. REG. 12-21-1993. 

FIT FOR LIFE (STYLIZED). INT. CL. 16. REG. 
12-21-1993. 

THESORAS (STYLIZED). 
12-21-1993. 

MISCELLANEOUS DESIGN. INT. CLS. 
REG. 12-21-1993. 

GARAGE DOOR BUSINESS. 
12-21-1993. 

EIGHTROCK 8 AND DESIGN. INT. CL. 16. 
12-21-1993. 

ANTIQUING AMERICA. 
12-21-1993. 

WOMEN OF INFLUENCE. INT. CL. 16. 
12-21-1993. 

XCEL AND DESIGN. INT. CL. 16. REG. 12-21-1993. 

GOING BONKERS? A GUIDE TO HEALING: MIND 
BODY EMOTIONS. INT. CL. 16. REG. 12-21-1993. 

PERSUASIONS LETTERS. INT. CL. 16. REG. 
12-21-1993. 


INT. CL. 10. REG. 


REG. 


REG. 


REG. 


REG. 


INT. CL. 16. REG. 
16 AND 25. 
INT. CL. 16. REG. 
REG. 
INT. CL. 16. REG. 


REG. 
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1,812,110. DIRECTORY OF PERSONAL IMAGE CONSULTANTS. 1,812,217. CITY STEPS. INT. CL. 25. REG. 12-21-1993. 


INT. CL. 16. REG. 12-21-1993. 1,812,219. O.N.E. OBSERVE NATURAL ELEMENTS. INT. CL 
1,812,111. QUALITY IMPROVEMENT AND CONTROL (QIC) 25. REG. 12-21-1993. 


STORY (STYLIZED). INT. CL. 16. REG. — 1,812,220. PRO 100-SL. INT. CL. 25. REG. 12-21-1993 
2-2 3 
potmeliginins JANSAM. INT. CL. 25. REG. 12-21-1993. 


812,112. PARTICULATE SCIENCE AND TECHNOLOGY. INT > . : . . 
CL. 16. REG. 12-21-1993. 1,812,223. KOTONI AND DESIGN. INT. CL. REG. 


12-21-1993 
812,113. PHOENIX SAGUAROS AND DESIGN. INT. CLS. 16 . 
AND 25. REG. 12-21-1993. 1,812,224. MISCELLANEOUS DESIGN. INT. CL. . REG. 


12-21-1993. 
9 a ps LS ¥ _ J J 4 , a 

812,116. SEAGLASS. INT. CLS. 16 AND 21. REG. 12-21-1993. | 919596 THIRD POINT AND DESIGN. INT. CL. 25. REG 
812,117. DATABED AND DESIGN. INT. CL. 16. REG. 12-21-1993 

12-21-1993. 1,812,227. WEMBLEY W AND DESIGN. INT. CL. 25. REG. 
812,118. KIDS MATE. INT. CL. 16. REG. 12-21-1993 12-21-1993. 
812,122. JUST SAY “NO” TO AFFIRMATIONS! (STYLIZED). 1,812,231, COTTON HARBOR. INT. CL. 25. REG. 12-21-1993. 

INT. CL. 16. REG. 12-21-1993. 1,812,232. CALZE BY CMA. INT. CL. 25. REG. 12-21-1993. 
812,123. CUSHY MOUNT AND DESIGN. INT. CL. 16. REG. | 917233, PAINT BRUSH. INT. CL. 25. REG. 12-21-1993. 


12-21-1993 

1,812,234. BRUSH WORKS. INT. CL. 25. REG. 12-21-1993 
1,812,124. SOFT MOUNT AND DESIGN. INT. CL. 16. REG. 

12-31-1998. , * 1.812.235. H. APPAREL CO.. INT. CL. 25. REG. 12-21-1993. 
812.134. WFD. INT. CL. 16. REG. 12-21-1993. 1,812,236. FAT MIKE’S GARAGE. INT. CL. 25. REG. 12-21-1993. 
c < 
812.137. W FASHION EUROPE. INT. CL. 16. REG. 12-21-1993, _!812.238. PRADO AND DESIGN. INT. CL. 27. REG. 12-21-1993. 
oJ 9 = = 

812,140. TEXAS IN MY HEART. INT. CL. 16. REG. 12-21-1993, _ !-812,242. PRIMALON. INT. CL. 27. REG. 12-21-1993. 


$12,141. SHORELINER (STYLIZED). INT. CL. 16. REG |8!2.245. CLUB BUTLER AND DESIGN. INT. CL. 28. REG. 
12-21-1993. 12-21-1993. 


812.144. HISTORICA. INT. CL. 16. REG. 12-21-1993. 1,812,246. RUSSTROLL. INT. CL. 28. REG. 12-21-1993. 

7 I 
812.145. CRAKGON-PR. INT. CL. 17. REG. 12-21-1993. 1,812,247. AMERICAN LAKE BALLS AND DESIGN. INT. CL. 
812,146. DVI. INT. CLS. 17, 20 AND 24. REG. 12-21-1993 chery thegtiendinsion 
yt he te yf ea "i nige "1,812,251. DELTACARS (STYLIZED). INT. CL. 28. REG. 
1,812,148. MUR-LOK R/O PAL. INT. CL. 17. REG. 12-21-1993. 


12-21-1993. 
1,812,149. MARAGLAS. INT. CL. 17. REG. 12-21-1993 1,812,252. M SQUAD. INT. CL. 28. REG. 12-21-1993. 


1,812,150. CROSSFLEX. INT. CL. 17. REG. 12-21-1993. 1,812,253. AMUSITRON. INT. CL. 28. REG. 12-21-1993. 
1,812,152. GIOBLITZ. INT. CLS. 18, 22, 24, 25 AND 28. REG. 1.912.254. THE CARNIVAL PLAYGROUND AND DESIGN. INT. 
12-21-1993. CL. 28. REG. 12-21-1993. 


1,812,154. COYOTE. INT. CL. 18. REG. 12-21-1993. 1,812,255. TO HOLLYWOOD TO BROADWAY. INT. CL. 28. 
1,812,156. NEWTRAX. INT. CLS. 18 AND 25. REG. 12-21-1993. REG. 12-21-1993. 


1,812,157. TRAGER (STYLIZED). INT. CL. 18. REG. 12-21-1993. 1,812,256. IMPACT ACTION GOLF CO. INC. INT. CL. 28. REG. 
1,812,159. THE ROLL SHUTTER LEADER. INT. CL. 19. REG. 12-21-1993. 

12-21-1993. 1,812,257. OCTAGON DILEMMA. INT. CL. 28. REG. 12-21-1993. 
1,812,160. TABRIZ. INT. CL. 19. REG. 12-21-1993. 1,812,258. DOOABLES AND DESIGN. INT. CL. 28. REG. 
1,812,161. FIBRELON. INT. CL. 19. REG. 12-21-1993. 12-21-1993. 


1,812,163. THERMO STRUCT AND DESIGN. INT. CL. 19. REG, _ !.812,259. CRAZY NICK'S SOFTWARE PICKS. INT. CL. 28. 
12-21-1993. REG. 12-21-1993. 


1,812,166. PERENNIAL STRIP. INT. CL. 19. REG. 12-21-1993, 1,812,260. CRAGSTAN. INT. CL. 28. REG. 12-21-1993. 

1,812,167. PERENNIAL PLANK. INT. CL. 19. REG. 12-21-1993. _ 1,812,262. EQUIS. INT. CL. 28. REG. 12-21-1993. 

1,812,170. PLUG IT. INT. CL. 19. REG. 12-21-1993. 1,812,263. GOBLIIINS. INT. CL. 28. REG. 12-21-1993. 

1,812,171. ODYSSEY. INT. CL. 19. REG. 12-21-1993. 1,812,264. WELKIN (STYLIZED). INT. CL. 28. REG. 12-21-1993. 
1,812,172. BERMASS. INT. CL. 20. REG. 12-21-1993. 1,812,266. DAY-DREAMER PORTAL TO OZ!. INT. CL. 28. REG. 
1,812,176. SOXX"N MORE. INT. CL. 20. REG. 12-21-1993 12-21-1993. 


9 > = a 
1.812.178. YOODOO VOODOO (STYLIZED). INT. CL. 20. REG. "812.268. MAGIC DIAPER. INT. CL. 28. REG. 12-21-1993. 
12-21-1993. 1,812,270. ARROW PUCK AND DESIGN. INT. CL. 28. REG. 


21-1993 
1,812,181. STORAWAY (STYLIZED). INT. CL. 20. REG. 12-21-1993. 
12-21-1993. 1,812,272. EXACTA SPS. INT. CL. 28. REG. 12-21-1993. 


1,812,182. HOLLOW-CORE. INT. CL. 20. REG. 12-21-1993. 1,812,273. WOODVILLE BAT. INT. CL. 28. REG. 12-21-1993. 
1,812,183. DIANA. INT. CL. 20. REG. 12-21-1993. 1,812,275. SAY GOODBYE TO 3-PUTT GREENS FOREVER. INT. 


1,812,184. O’KAYMATIC. INT. CL. 21. REG. 12-21-1993. CL. 28. REG. oik wan tk a Ga Chane 
1,812,185. WASSER. INT. CL. 21. REG. 12-21-1993. LSIZ276. X-EVLO (STYLIZED). ENT. Cl. 28. ae ‘ 


1,812,192. BRISTOL. INT. CL. 21. REG. 12-21-1993 a See er ae = 2 cae a aii 
1,812,193. PIAVE AND DESIGN. INT. CL. 21. REG. 12-21-1993, '-812.279. CYPRESSA. INT. CLS. 29, 30, 3 Tani 


12-21-1993. 
1,812,200. SKI AMERICA. INT. CL. 25. REG. 12-21-1993. 1,812,281. STAMPEDE. INT. CL. 29. REG. 12-21-1993. 
1,812,201. MACHINE. INT. CL. 25. REG. 12-21-1993. 


1,812,282. HOFERT TRADING CO. AND DESIGN. INT. CL. 29. 
1,812,203. FERONS AND DESIGN. INT. CL. 25. REG. REG. 12-21-1993. 


12-21-1993. 1,812,287. SNAPPY CHEF AND DESIGN. INT. CL. 29. REG. 
1,812,204. CADEAU. INT. CL. 25. REG. 12-21-1993. 12-21-1993. 


1,812,207. NUNYA BUSINESS. INT. CL. 25. REG. 12-21-1993. 1.312.289. ALL SEASONS COFFEE SERVICES. INT. CLS. 29 
1,812,211. CAREER GEAR. INT. CL. 25. REG. 12-21-1993. AND 30. REG. 12-21-1993. 
1,812,212. RED HOT MAMAS. INT. CL. 25. REG. 12-21-1993. 1,812,290. FRIO AND DESIGN. INT. CL. 29. REG. 12-21-1993. 


1,812,214. MISCELLANEOUS DESIGN. INT. CL. 25. REG. 1,812,291. CAVIAR DIRECT AND DESIGN. INT. CL. 29. REG. 
12-21-1993. 12-21-1993. 
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1,812,293. 


1,812,294 
1,812,306 


1,812,309. 


1,812,310 


1,812,312. 
1,812,313. 
1,812,314. 
1,812,323. 
1,812,327. 
1,812,332. 
1,812,333. 
1,812,335. 
1,812,336. 
1,812,340. 
1,812,342. 
1,812,346. 


1,812,347. 
1,812,348. 
1,812,349. 


1,812,350. 
1,812,351 
1,812,358. 


1,812,359. 


1,812,360. 
1,812,362. 


1,812,364. 
1,812,365. 


1,812,367. 
1,812,368. 


1,812,371. 
1,812,375. 


1,812,380. 


1,812,381. 


1,812,383. 


1,812,384. 


1,812,385. 


1,812,386. 
1,812,390. 


1,812,392. 


1,812,393 


2001 


AMERICAN — HERITAGE. 
12-21-1993. 

CLUSTER CRUNCH. INT. CL. 30. REG. 

DAWLEEN'S PRAWLEENS. INT. 
12-21-1993. 

NORTHWEST ESPRESSO AND DESIGN. INT. CL. 30. 
REG. 12-21-1993. 

MISCELLANEOUS DESIGN. 
12-21-1993. 

MT. ROYAL NURSERY AND DESIGN. INT. CL. 31 
REG. 12-21-1993. 

BURGANDY BELLE. INT. CL. 31. REG. 12-21-1993. 

ROVABIO. INT. CL. 31. REG. 12-21-1993. 

LUNCH BOX PUNCH. INT. CL. 32. REG. 12-21-1993 

BAMBOO. INT. CL. 32. REG. 12-21-1993. 

SILVANO (STYLIZED). INT. CL. 33. REG. 12-21-1993. 


SEPT MURS AND DESIGN. INT. CL. 33. REG. 
12-21-1993. 


THE THREE SMOKERS AND DESIGN. INT. CL. 34 
REG. 12-21-1993. 


INSTANT COUPON MACHINE AND DESIGN. 
CL. 35. REG. 12-21-1993. 


ECO EXPO AND DESIGN. 
12-21-1993. 


USGEN (STYLIZED). INT. CLS. 35 AND 37. REG. 
12-21-1993. 


PHARMACY POWER-PAK AND DESIGN. 
35. REG. 12-21-1993 


SOCIAL WORK P.R.N.. INT. CL. 35. REG. 12-21-1993. 
MUG ’N’ T. INT. CL. 35. REG. 12-21-1993. 


NORTH AMERICAN CONTAINER CORP.. INT. CLS. 
35 AND 42. REG. 12-21-1993. 


STEPPING OUT. INT. CL. 35. REG. 12-21-1993. 
THE BLACK DOLLAR. INT. CL. 35. REG. 12-21-1993 


SWBYP’S CREATIVE SERVICES. INT. CLS. 35 AND 
42. REG. 12-21-1993. 


COMPETITIVE COMMUNICATIONS. 
REG. 12-21-1993. 


UNIMEDIA. INT. CL. 35. REG. 12-21-1993. 


CHAMPIONS DEVELOPMENT AND DESIGN. INT 
CL. 35. REG. 12-21-1993. 


COMM-VERGENCE. INT. CL. 35. REG. 12-21-1993. 


THE QED ALLIANCE AND DESIGN. INT. CL. 35. 
REG. 12-21-1993. 


PACIFIC OPEN. INT. CL. 35. REG. 12-21-1993. 


RYAN MANAGEMENT GROUP. INT. CL. 35. REG. 
12-21-1993. 


SPIFFY. INT. CL. 35. REG. 12-21-1993. 

CENTURY 21 INSURANCE SERVICES, INC. AND DE- 
SIGN. INT. CL. 36. REG. 12-21-1993. 

IST FEDERAL RATE PROTECTION PLAN AND DE- 
SIGN. INT. CL. 36. REG. 12-21-1993. 

THE BIKE INSURERS AND DESIGN. INT. CL. 36. 
REG. 12-21-1993. 
QUALITY (STYLIZED). 

12-21-1993. 

FOR ALL THE RIGHT REASONS, YOU’LL CHOOSE 
RYLAND. INT. CLS. 36 AND 37. REG. 
12-21-1993. 

RIMROCK MALL THE CENTER OF BIG SKY COUN- 
TRY AND DESIGN. INT. CL. 36. REG. 12-21-1993 

VALUE-DENT. INT. CL. 36. REG. 12-21-1993. 

THE CHIEF FINANCIAL GROUP. INT. CL. 36. REG. 
12-21-1993. 

BRUNDAGE, STORY & ROSE INVESTMENT COUN- 
SEL SINCE 1932 AND DESIGN. INT. CL. 36. REG. 
12-21-1993. 

EUROCONSULT. INT. CL. 36. REG. 12-21-1993. 


INT. CL. 30. REG. 


12-21-1993. 
CL. 30. REG 


INT. CL. 30. REG. 


INT. 
INT. CL. 35. REG. 


INT. CL. 


int. Cl. 3. 


NT. CL. 3% RBG. 


U.S. PATENT AND TRADEMARK OFFICE 
1,812,394. 
1,812,396. 


1,812,398. 
1,812,401. 


1,812,402. 


1,812,407 


1,812,409. 


1,812,411. 


1,812,413. 


1,812,415. 


1,812,416. 


1,812,423. 
1,812,425. 


1,812,426. 


1,812,428. 
1,812,429. 
1,812,430. 


1,812,432. 


1,812,434. 


1,812,436. 
1,812,440. 
1,812,442. 
1,812,443. 


1,812,444. 
1,812,449. 
1,812,450. 
1,812,453. 


1,812,455. 


1,812,456. 
1,812,457. 
1,812,458. 


1,812,461. 
1,812,462. 


1,812,463. 


1,812,464. 


1,812,465. 


1,812,466. 


1,812,467. 


1,812,468. 


1,812,472. 
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SUNCORP AND DESIGN. 
12-21-1993 

ELSC ALLIANCE AND DESIGN. INT. CL. 36. 
12-21-1993. 

C AND DESIGN. INT. CL. 36. REG. 12-21-1993. 


YES CHECK SERVICES, INC. INT. CL. 36. 
12-21-1993. 


REALTYFONE AND DESIGN. 
12-21-1993 
QUALI-FAX 5. INT. CL. 36. REG. 12-21-1993. 


QUALITY “*BLUE RIBBON” DRIVEWAYS AND DE- 
SIGN. INT. CL. 37. REG. 12-21-1993. 


AMR COMBS AND DESIGN. INT. CL. 37. REG. 
12-21-1993. 


MISCELLANEOUS DESIGN. INT. CL. 37. 
12-21-1993. 


HIGH INTEGRITY SYSTEMS. 
12-21-1993. 

MISCELLANEOUS DESIGN. 
12-21-1993. 

P.T.A. AND DESIGN. INT. CL. 39. REG. 12-21-1993. 


AMR COMBS AND DESIGN. INT. CL. 39. REG 
12-21-1993. 


THE SERVICE PEOPLE. 
12-21-1993. 

DATALOK. INT. CL. 39. REG. 12-21-1993. 

TOURLITE. INT. CL. 39. REG. 12-21-1993. 


THE GOLD STANDARD IN FREIGHT SERVICE. INT. 
CL. 39. REG. 12-21-1993. 


LC LAMSON CORPORATION AND DESIGN. INT. CL. 
40. REG. 12-21-1993. 


S Ii HELMETS AND DESIGN. 
42. REG. 12-21-1993. 


LUBRALLOY. INT. CL. 40. REG. 12-21-1993. 
LIAISON. INT. CL. 41. REG. 12-21-1993. 
THE PARENT LINE. INT. CL. 41. REG. 


BLUES IN THE SCHOOLS. 
12-21-1993. 


STC AND DESIGN. INT. CL. 41. REG. 
RIG ROCK. INT. CL. 41. REG. 12-21-1993. 
ASPPB. INT. CLS. 41 AND 42. REG. 12-21-1993. 


RED FOOTED GENIUS. INT. CL. 41. 
12-21-1993. 


EYES OF THE EARTH (STYLIZED). INT. CL. 41. 
REG. 12-21-1993. 


LOCO MIA. INT. CL. 41. REG. 12-21-1993. 

POOR RICHARD. INT. CL. 41. REG. 12-21-1993. 

DOC ROC PRODUCTIONS. INT. CL. 41. 
12-21-1993. 

CLOCKHAMMER. INT. CL. 41. REG. 12-21-1993. 

10 TEN SECOND DIFFERENCE AND DESIGN. INT. 
CL. 41. REG. 12-21-1993. 

TOTAL CONTROL AND DESIGN. INT. CL. 41. REG. 
12-21-1993. 

WHITE TRASH. INT. CL. 41. REG. 12-21-1993. 

CHICAGO 1993 NATIONAL RAILWAY HISTORICAL 
SOCIETY AND DESIGN. INT. CL. 41. REG. 
12-21-1993. 

HEALTH LETTER RADIO AND DESIGN. INT. CL. 
41. REG. 12-21-1993. 

PRECIOUS CARGO AND DESIGN. INT. CL. 41. REG. 
12-21-1993. 

M MEMPHIS RIVERKINGS AND DESIGN. INT. CL. 
41. REG. 12-21-1993. 

‘ENOUGH IS ENOUGH!"? CAMPAIGN BREAKING 
PORNOGRAPHY’S CHAIN OF ABUSE AND DE- 
SIGN. INT. CL. 41. REG. 12-21-1993. 


INT. CL. 36. REG. 


INT. CL. 36. 


REG. 


INT. CL. 37. REG. 


INT. CL. 37. REG. 


INT. CL. 39. REG. 


INT. CLS. 40 AND 


12-21-1993. 
INT. CL. 41. REG. 


12-21-1993. 


REG. 


REG. 
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1,812,474, 
1,812,475. 
1,812,477. 


1,812,478. 
1,812,479. 


1,812,481. 
1,812,489. 


1,812,490 


1,812,491. 


1,812,492. 


1,812,494. 


1,812,498. 
1,812,500. 


1,812,502. 


1,812,505. 
1,812,510. 


1,812,516. 


1,812,517 


1,812,518 


1,812,522. 


1,812,527. 


1,812,528. 


1,812,531. 


1,812,533. 


1,812,534. 


1,812,535. 


1,812,536. 
1,812,537. 
1,812,541. 


1,812,542. 


1,812,543. 


1,812,544 


1.812.545. 


1,812,546 


1,812,547. 


1,812,548. 
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NYT VIDEO PRODUCTIONS AND DESIGN. INT. CL. 
41. REG. 12-21-1993. 


HILLBILLIES FROM MARS. INT. CL. 41. 
12-21-1993. 


ANNIE SUNBEAM AND DESIGN. INT. CL. 41. REG. 
12-21-1993. 


SUNDAY SCHOOL. INT. CL. 41. 

COMEDY COMPADRES. _INT. 
12-21-1993. 

WACKY WORM. INT. CL. 41. REG. 12-21-1993. 


METRO MISSIONS AND DESIGN. INT. CL. 42. REG. 
12-21-1993. 


DAYTON CITY OF NEIGHBORS AND DESIGN. INT. 
CL. 42. REG. 12-21-1993. 


MANAGEMENT KINETICS. 
12-21-1993. 

VEP: VARIETY EFFECTIVENESS PROCESS. INT. CL 
42. REG. 12-21-1993. 

AMR COMBS AND DESIGN. 
12-21-1993. 

THE ATRIUM. INT. CL. 42. REG. 12-21-1993. 


DIMENSIONAL ANALYSIS SYSTEMS, INC. AND DE- 
SIGN. INT. CL. 42. REG. 12-21-1993. 


HALF & MORE YOUR OFF-PRICE STORE AND DE- 
SIGN. INT. CL. 42. REG. 12-21-1993. 
LIFE HAPPENS. INT. CL. 42. REG. 12-21-1993. 


DDI DORADO DISTRIBUTION INCORPORATED 
(STYLIZED). INT. CL. 42. REG. 12-21-1993. 


MORRISON'S CAFETERIA HONEST TO GOODNESS 
VALUE AND DESIGN. INT. CL. 42. REG. 
12-21-1993. 

UNITED KENPO SYSTEMS. INT. CL 
12-21-1993. 


THE WICKENBURG INN TENNIS AND GUEST 
RANCH AND DESIGN. INT. CL. 42. REG 
12-21-1993. 

TA TENNIS INDUSTRY ASSOCIATION 
SIGN. INT. CL. 42. REG. 12-21-1993. 


SAVAGE STRAUSS GROUP AND DESIGN. INT. CL. 
42. REG. 12-21-1993. 


CDI QUALITY IMPROVEMENT PROCESS AND DE- 
SIGN. INT. CL. 42. REG. 12-21-1993. 


MISCELLANEOUS DESIGN. INT. CL. 42. 
12-21-1993. 

BLESSED WITH THE BEST 
12-21-1993. 

BOTTOM LINE EVERYDAY PRICE POLICY AND DE- 
SIGN. INT. CL. 42. REG. 12-21-1993. 


EVERYDAY BOTTOM LINE PRICE POLICY. INT. CL. 
42. REG. 12-21-1993. 


GARLIC WORLD. INT. CL. 42. REG. 12-21-1993. 

CHEK-IT LABS. INT. CL. 42. REG. 12-21-1993. 

CARPET CONNECTION (STYLIZED). INT. CL. 42. 
REG. 12-21-1993 


FORGET ME KNOT AND DESIGN. INT. CL. 42. REG. 
12-21-1993. 

TWIN PINES NATURAL FOODS AND DESIGN. INT. 
CL. 42. REG. 12-21-1993. 


MISCELLANEOUS DESIGN. 
12-21-1993. 


MISCELLANEOUS 
12-21-1993 


911 AND DESIGN. 
MISCELLANEOUS 
12-21-1993. 
MISCELLANEOUS 
12-21-1993. 


REG. 


REG. 
CL. 


12-21-1993. 
41. REG. 


INT. CL. 42. REG. 


INT. CL. 42. REG. 


42. REG. 


AND DE- 


REG. 


INT. CL. 42. REG 


INT. CL. 42. REG. 


DESIGN. INT. CL. 42. REG. 


INT. CL. 42. 
DESIGN. 


REG. 12-21-1993. 
INT. CL. 42. REG. 


DESIGN. INT. CL. 42. 


REG. 


1,812,549 


1,812,550. 


1,812,551. 


1,812,552. 


1,812,554. 


1,812,556. 
1,812,559. 


1,812,561. 


1,812,565. 
1,812,566. 
1,812,567. 
1,812,568. 
1,812,569. 
1,812,571. 


1,812,573. 


1,812,577. 


1,812,579. 
1,812,580. 
1,812,581. 


1,812,585. 


1,812,587. 


1,812,588. 


1,812,591 


1,812,592. 


1,812,593. 


1,812,594. 


1,812,595 


1,812,596. 


1,812,600. 
1,812,601. 


1,812,602. 


1,812,603. 


1,812,605. 


1,812,609. 
1,812,612. 


1,812,615. 


1,812,618. 
1,812,627. 
1,812,629. 
1,812,631. 
1,812,632. 
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MISCELLANEOUS 
12-21-1993. 


MISCELLANEOUS 
12-21-1993. 


MISCELLANEOUS 
12-21-1993. 


MISCELLANEOUS 
12-21-1993. 


WEST PLAN AND DESIGN. INT. CL. 42. 
12-21-1993. 


WSL. INT. CL. 42. REG. 12-21-1993. 


REGIS EXPRESSALON. _ INT. 
12-21-1993. 


MISCELLANEOUS DESIGN. INT. CL. 42. 
12-21-1993. 


POLLUX. INT. CL. 42. REG. 12-21-1993. 

PROTEUS. INT. CL. 42. REG. 12-21-1993. 

PREMIERE CHOICE. INT. CL. 42. REG. 12-21-1993. 
RACKES (STYLIZED). INT. CL. 42. REG. 12-21-1993. 
RELAXADACTYL. INT. CL. 42. REG. 12-21-1993. 

RR AND DESIGN. U.S. CL. 200. REG. 12-21-1993. 


TODDLER DRY. INT. CLS. 16 AND 25. REG. 
12-21-1993. 


SOMETHING TO CHEW ON. INT. CLS. 16 AND 28. 
REG. 12-21-1993. 


EQUINOX. INT. CLS. 9 AND 26. REG. 12-21-1993. 
NIDDLER. INT. CLS. 25 AND 28. REG. 12-21-1993. 


PEERLESS INTERNATIONAL. INT. CLS. 27 AND 42. 
REG. 12-21-1993. 


CB COMMERICAL AND DESIGN. INT. CLS. 36 AND 
42. REG. 12-21-1993. 


JUSTIN DIAMOND J AND DESIGN. INT. CLS. 3, 21 
AND 25. REG. 12-21-1993. 


CREEKVIEW DAIRY. INT. CLS. 29 AND 30. REG. 
12-21-1993. 


TUFF JOB. INT. CLS. 3 AND 5. REG. 


PCS (STYLIZED). INT. CLS. 
12-21-1993. 


WOMENS WAY USA AND DESIGN. 
AND 42. REG. 12-21-1993. 


GLOBAL REFLECTIONS. INT. CLS. 41 AND 42. REG. 
12-21-1993. 


PARAMAX. INT. CLS. 9 AND 16. REG. 12-21-1993. 


PYROMAX SUPER (STYLIZED). INT. CLS. 6 AND 
11. REG. 12-21-1993. 


CORONET. INT. CLS. 9, 37 AND 42. REG. 12-21-1993. 


MILLER’S HARNESS WEST AND DESIGN. INT. CLS. 
18 AND 25. REG. 12-21-1993. 


MAKE SOMETHING GOOD HAPPEN IN YOUR 
SCHOOLS. INT. CLS. 3, 5 AND 30. REG. 
12-21-1993. 


MOD-SPECTRUM. 
12-21-1993. 


INNO 3 GOLD. 
12-21-1993. 


DIOMEDICS. INT. CLS. 9 AND 10. REG. 12-21-1993. 


INTERTECH AND DESIGN. INT. CLS. 1 AND 28 
REG. 12-21-1993. 


THERE’S GOLD IN THEM THERE HILLS. INT. CLS. 
41 AND 42. REG. 12-21-1993. 


EQUIPE. INT. CLS. 3 AND 5. REG. 12-21-1993. 
BIOPEG. INT. CL. 1. REG. 12-21-1993. 
LIQUASHARP. INT. CL. 1. REG. 12-21-1993. 
ALDEBUFF. INT. CL. 1. REG. 12-21-1993. 
CLEAN SWEEP. INT. CL. 1. REG. 12-21-1993. 


DESIGN. . CL. 42. REG. 


DESIGN. CL. 42. 
DESIGN. CL. 42. 


DESIGN. INT. CL. 42. 


CL. 42. 


12-21-1993. 
18 AND 28. REG. 


INT. CLS. 36 


INT. CLS. 9 AND 38. REG 


INT. CLS. 5 AND 21. REG. 
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1,812,637. 
1,812,639. 
1,812,643. 
1,812,644. 


1,812,647. 
1,812,649. 


1,812,651. 
1,812,656. 
1,812,657. 
1,812,658. 


1,812,660 
1,812,661. 
1,812,664 


1,812,666. 
1,812,670. 
1,812,671. 


1,812,674. 
1,812,675. 
1,812,677. 
1,812,678. 
1,812,679. 
1,812,681. 
1,812,682. 
1,812,683. 
1,812,685. 
1,812,689. 


1,812,695. 
1,812,697. 
1,812,699 
1,812,701. 
1,812,703. 
1,812,704. 
1,812,708. 


1,812,714. 
1,812,718. 
1,812,719. 
1,812,721. 
1,812.722. 
1,812,724. 
1,812,727. 
1,812,730. 
1,812,732. 
1,812,733. 


1,812,734. 
1,812,735. 


1,812,738. 
1,812,739. 
1,812,740. 
1,812,741. 
1,812,744. 
1,812,745. 
1,812,746. 
1,812,747. 
1,812,748. 


2001 


SEBBIOS. INT. CL. 3. REG. 12-21-1993. 
MORNING GLORY. INT. CL. 3. REG. 12-21-1993. 
LASHFULL. INT. CL. 3. REG. 12-21-1993. 


VALUGARD AND DESIGN. INT. CL. 3. 
12-21-1993. 


REG 


SUNNY COMPLEXION. INT. CL. 3. REG. 12-21-1993. 
FRESH & FREE AND DESIGN. INT. CL. 3. REG. 


12-21-1993. 
SUN DATE AND DESIGN. 
12-21-1993. 
MOUNTAIN BOUQUET POTPOURRI. 
REG. 12-21-1993. 
MISCELLANEOUS _ DESIGN. 
12-21-1993. 
BERES CSEPP 
12-21-1993. 
BIO-RATIONAL. INT. CL. 5. REG. 12-21-1993. 
CHLORADER\M. INT. CL. 5. REG. 12-21-1993. 


ENVIRO C-A-%-E AND DESIGN. INT. CL. 
12-21-1993. 


NUTRI SENSE. INT. CL. 5. REG. 12-21-1993. 
BRAZANOL. INT. CL. 5. REG. 12-21-1993. 


APOLLON AND DESIGN. INT. CL. 5. 
12-21-1993. 


LODRANE. INT. CL. 5. REG. 12-21-1993. 

OXY RESIDON'’T. INT. CL. 5. REG. 12-21-1993. 
STROKE-PRIN. INT. CL. 5. REG. 12-21-1993. 
HEART-PRIN. INT. CL. 5. REG. 12-21-1993. 


INT. CL. 3. 
ms. Ch. 5: 


(STYLIZED). INT. CL. 5. 


ICOPRO OXY-BLAST. INT. CL. 5. REG. 12-21-1993. 


TOP-CIDE. INT. CL. 5. REG. 12-21-1993. 
VIRA-KILL. INT. CL. 5. REG. 12-21-1993. 
CONTAIN. INT. CL. 5. REG. 12-21-1993. 
FIBERIFIC. INT. CL. 5. REG. 12-21-1993. 
MISCELLANEOUS DESIGN. INT. CL. 6. 
12-21-1993 
ICARUS. INT. CL. 6. REG. 12-21-1993. 
REGICOR. INT. CL. 7. REG. 12-21-1993. 
SMART-STREAK. INT. CL. 7. REG. 12-21-1993. 


CASSETTE-RUNWAY. INT. CL. 7. REG. 12-21-1993. 


MAGNUM. INT. CL. 7. REG. 12-21-1993 
VARIFOLDER. INT. CL. 7. REG. 12-21-1993. 


POWER JUICE (STYLIZED). INT. CL. 7. 
12-21-1993 


POWER PUSH. INT. CL. 7. REG. 12-21-1993. 
PRIVATE CLUB. INT. CL. 8. REG. 12-21-1993. 
TIRE SHUTTLE. INT. CL. 8. REG. 12-21-1993. 


CONTRACTOR TOUGH. INT. CL. 8. REG. 12-21-1993. 
12-21-1993. 


ROLLING THUNDER. INT. CL. 8. REG. 
FIND AMERICA. INT. CL. 9. REG. 12-21-1993. 
SIMULCACHE. INT. CL. 9. REG. 12-21-1993. 


PRODART (STYLIZED). INT. CL. 9. REG. 12-21-1993. 


OMNI-SCAN. INT. CL. 9. REG. 12-21-1993. 

DRAGONKAT (STYLIZED). INT. CL. 9. 
12-21-1993. 

BI/PROFILE. INT. CL. 9. REG. 12-21-1993. 

MICRO CARD QWIKLINK. INT. CL. 9. 
12-21-1993. 

FRIENDSPLOT. INT. CL. 9. REG. 12-21-1993. 

FRIENDSVIEW. INT. CL. 9. REG. 12-21-1993. 

EZ35. INT. CL. 9. REG. 12-21-1993. 

GELLIX. INT. CL. 9. REG. 12-21-1993. 

TRUEVISION 1024. INT. CL. 9. REG. 12-21-1993. 

MEDIAPRO. INT. CL. 9. REG. 12-21-1993. 


THE WHITE KNIGHT. INT. CL. 9. REG. 12-21-1993. 


CHECK*MATE. INT. CL. 9. REG. 12-21-1993. 
TELLUS. INT. CL. 9. REG. 12-21-1993. 


REG. 


INT. CL. $. 


REG. 


REG. 


5. REG. 


REG. 


REG. 


REG. 


REG. 


REG. 


U.S. PATENT AND TRADEMARK OFFICE 


1,812,749. 


1,812,750. 
1,812,751. 
1,812,752. 
1,812,754. 
1,812,755. 
1,812,758. 


1,812,759 


1,812,761. 
1,812,763. 


1,812,765 


1,812,767. 


1,812,768. 
1,812,770. 
1,812,773. 


1,812,775 


1,812,776. 
1,812,777. 
1,812,779. 
1,812,780. 
1,812,782. 
1,812,783. 
1,812,788. 
1,812,789. 


1,812,792. 
1,812,796. 


1,812,797 


1,812,798. 
1,812,799. 
1,812,801. 
1,812,809. 
1,812,810. 


1,812,811. 


1,812,812. 
1,812,813. 
1,812,815. 
1,812,816. 


1.812.817 


1,812,818. 
1,812,819. 
1,812,822. 
1,812,825. 
1,812,826. 


1,812,831. 


1,812,832. 
1,812,833. 
1,812,838. 
1.812.839. 
1,812,844. 
1,812,845. 
1,812,846. 
1,812,847. 
1,812,849. 
1,812,852. 


1,812,853. 
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MISCELLANEOUS DESIGN. INT. CL. 9. 
12-21-1993. 


BORLAND VISUAL. INT. CL. 9. REG. 12-21-1993. 
BRANDPARTNER. INT. CL. 9. REG. 12-21-1993. 
FORTEL. INT. CL. 9. REG. 12-21-1993. 
PAPERWORKS. INT. CL. 9. REG. 12-21-1993. 

OASIS ADVANTAGE. INT. CL. 9. REG. 12-21-1993. 
SLATE AND DESIGN. INT. CL. 9. REG. 12-21-1993. 


MISCELLANEOUS DESIGN. INT. CL. 9. REG. 
12-21-1993. 


DCR1000. INT. CL. 9. REG. 12-21-1993. 
TALE 'N’ TAPE. INT. CL. 9. REG. 12-21-1993. 
WINCREDIBLE. INT. CL. 9. REG. 12-21-1993. 


CARTROL THE GOLF CART CONTROL SYSTEM 
AND DESIGN. INT. CL. 9. REG. 12-21-1993. 


DART. INT. CL. 9. REG. 12-21-1993. 
CUBIQUICK. INT. CL. 9. REG. 12-21-1993. 
NOTEBOOK MANAGER. INT. CL. 9. 
12-21-1993. 
GX. INT. CL. 9. REG. 12-21-1993. 
BILLMASTER. INT. CL. 9. REG. 12-21-1993. 
NIGHTSAFE. INT. CL. 9. REG. 12-21-1993. 
MARDI GRAS. INT. CL. 9. REG. 12-21-1993. 
FLAME-OUT. INT. CL. 9. REG. 12-21-1993. 
ORION. INT. CL. 9. REG. 12-21-1993. 
WINMAX. INT. CL. 9. REG. 12-21-1993. 
TEXTRACER. INT. CL. 9. REG. 12-21-1993. 


THE LITTLE RED FIRE TRUCK. INT. CL. 9. REG. 
12-21-1993. 


SUPER LGA. INT. CL. 9. REG. 12-21-1993. 
MANMAN/X. INT. CL. 9. REG. 12-21-1993. 
SOFTSMILE. INT. CL. 9. REG. 12-21-1993. 
PHOTOEDGE. INT. CL. 9. REG. 12-21-1993. 

VOMAX. INT. CL. 9. REG. 12-21-1993. 

DOCTOR ON A DISC. INT. CL. 9. REG. 12-21-1993. 
DOCCONNECT. INT. CL. 9. REG. 12-21-1993. 


THE THEORY OF REVOLUTION. INT. CL. 9. REG. 
12-21-1993. 


NEOPAINT AND DESIGN. INT. CL. 9. 
12-21-1993. 


OGR. INT. CL. 9. REG. 12-21-1993. 
UP-RIGGER. INT. CL. 9. REG. 12-21-1993. 
QUESTOUCH. INT. CL. 9. REG. 12-21-1993. 
VIP. INT. CL. 9. REG. 12-21-1993. 
VCR EASY. INT. CL. 9. REG. 12-21-1993. 
GRAFBASE. INT. CL. 9. REG. 12-21-1993. 
JUST FONTS. INT. CL. 9. REG. 12-21-1993 
SLIDEEASE. INT. CL. 10. REG. 12-21-1993. 
T-BAR. INT. CL. 10. REG. 12-21-1993. 
MAK SLEEVE (STYLIZED). INT. CL. 
12-21-1993. 


FUTURO: THE SCIENCE OF SUPPORT. INT. CL. 10. 
REG. 12-21-1993. 


POSITIONER. INT. CL. 10. REG. 12-21-1993. 
INFANTRY. INT. CL. 10. REG. 12-21-1993. 
CEN-SLIDE 60. INT. CL. 10. REG. 12-21-1993. 
CLEARVIEW. INT. CL. 10. REG. 12-21-1993 
ERGOMED. INT. CL. 10. REG. 12-21-1993. 
SOLID-7. INT. CL. 10. REG. 12-21-1993. 
RIBAVAC. INT. CL. 10. REG. 12-21-1993. 
CENTERMARK. INT. CL. 10. REG. 12-21-1993. 
AUTODROP. INT. CL. 10. REG. 12-21-1993. 


FLEXRO MOBILE (STYLIZED). INT. CL. 11. 
12-21-1993. 


SELECT-A-SHADE. INT. CL. 11. REG. 12-21-1993. 


REG. 


REG. 


10. REG. 


REG. 
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1,812,857. FRY D°LITE. INT. CL. 11. REG. 12-21-1993. 1,812,939. TUFWALL. INT. CL. 19. REG. 12-21-1993. 
1,812,859. PROTOUCH SUPREME. INT. CL. II. , 1,812,942. PRIMO. INT. CL. 19. REG. 12-21-1993. 


12-21-1993 1,812,943. THE ULTIMATE COLLECTION. INT. CL. 20. REG. 
1,812,860. SMOOTHSTART. INT. CL. 11. REG. 12-21-1993. 12-21-1993. 


1,812,861. LIL DIPIT. INT. CL. 11, REG. 12-21-1993. 1,812,946. FEATHERLOFT. INT. CL. 20. REG. 12-21-1993. 
1,812,864. MAXXIS LUG. INT. CL. 12. REG. 12-21-1993. 1,812,947. FURNITURE SOLUTIONS. INT. CL. 20. REG. 
1,812,866. CARTGUARD. INT. CL. 12. REG. 12-21-1993 12-21-1993 

1.812.867. TRE. INT. CL. 12. REG. 12-21-1993. 1,812,949. PARADESK. INT. CL. 20. REG. 12-21-1993. 

1,812,868. ZANI AND DESIGN. INT. CL. 12. REG. 12-21-1993. 1,812,951. CHRISTMAS VALLEY (STYLIZED). INT. CL. 21. 


1,812,869. SHIMANO MULTI CONDITION. INT. CL. 12. REG. REG. 12-21-1993. 
12-21-1993. 1,812,952. HEAVYWEIGHT. INT. CL. 21. REG. 12-21-1993. 


1,812,871. DCS (STYLIZED). INT. CL. 12. REG. 12-21-1993. 1,812,953. SUPERWEIGHT. INT. CL. 21. REG. 12-21-1993. 

1.812.876. Z FLIGHT (STYLIZED). INT. CL. 12. REG. 1,812,954. CHAMP ROSE AND DESIGN. INT. CL. 21. REG. 
12-21-1993. 12-21-1993. 

1,812,877. Z FACTOR (STYLIZED). INT. CL. 12. REG. _ 1,812,955. OVEN GOD. INT. CL. 21. REG. 12-21-1993. 
12-21-1993. 1,812,956. CORNING DESIGNS. INT. CL. 21. REG. 12-21-1993. 

1,812,879. TRACK TECH. INT. CL. 14. REG. 12-21-1993. 1,812,958. MEDALLION. INT. CL. 21. REG. 12-21-1993. 

1.812.880. PAYLOAD BLACK HILLS GOLD JEWELRY. INT. CL. 1,812,961. ENCHANTED FOREST. INT. CL. 21. REG. 12-21-1993. 
14. REG. 12-21-1993. 1,812,963. AFFINIS. INT. CL. 24. REG. 12-21-1993. 

1,812,883. PRIMITIVES. INT. CL. 14. REG. 12-21-1993. 1.812.967. NINA RICCL INT. CL. 25. REG. 12-21-1993. 


1.812.564. GOLDEN MIST. INT. CL. 14. REG. 12-21-1993. 1,812,971. CACTUS LEAGUE AND DESIGN. INT. CL. 25. REG. 
1,812,886. FAMILY REMEMBRANCE COLLECTION. INT. CL 12-21-1993, 


14. REG. 12-21-1993. 1,812,972. PERMA GRIN. INT. CL. 25. REG. 12-21-1993. 
1,812,887. LAZARE DIAMOND TWINS. INT. CL. 14. REG. 1917979 SHIP ‘N SHORE SPORT. INT. CL. 25. REG. 


12-21-1993. 12-21-1993. 
1,812,888. LEGENDS IN TIME. INT. CL. 14. REG. 12-21-1993. | g19 9g), BYE BABY BUNTING. INT. CL. 25. REG. 12-21-1993. 
1,812,889. FREDERICK BECH (STYLIZED). INT. CL. 15. REG. | g17 9g) BLUE MOON. INT. CL. 25. REG. 12-21-1993. 


12-21-1993. 
1.812.990. MOMS EXPRESS AND DESIGN. INT CL. 16. Rug, 812983. GSW STYLIZED). INT. Cl. 25. REG. 12-21-1993. 
ere 12-21-1993. i tial ’ 1,812,986. CLEAR GEAR. INT. CL. 25. REG. 12-21-1993. 
1,812,893. MASTER BLASTER. INT. CL. 16. REG. 12-21-1993, _ 1,812,987. NJN (STYLIZED). INT. CL. 25. REG. 12-21-1993. 
1.812.894. EAGLEWOOD CLASSICS. INT. CL. 16. REG |:812.988. UP TIGHTS. INT. CL. 25. REG. 12-21-1993. 
12-21-1993. 1,812,990. FEATHER II. INT. CL. 25. REG. 12-21-1993. 
1,812,896. BOWL BAG. INT. CL. 16. REG. 12-21-1993 1,812,992. RAFFAELLO LINEA UOMO. INT. CL. 25. REG. 
1,812,897. SYSCO’S MENUS TODAY. INT. CL. 16. REG. 12-21-1993. 
12-21-1993. 1,812,993. THE MARK OF CONFIDENCE. INT. CL. 25. REG 
1,812,901. UNI-PAK. INT. CL. 16. REG. 12-21-1993. 12-21-1993. 
1,812,904. EXOTIC PRINTABLES. INT. CL. 16. REG. 12-21-1993, _ 1,812,995. CAPRAP. INT. CL. 25. REG. 12-21-1993. 
1.812.905. NAVICOR. INT. CL. 16. REG. 12-21-1993. 1,812,996. BACK RAPP. INT. CL. 25. REG. 12-21-1993. 
1.812.907. G-SPORT. INT. CL. 16. REG. 12-21-1993. 1,812,997. P.J. LANE (STYLIZED). INT. CL. 25. REG. 12-21-1993. 


1,812,909. AUTO AGE DEALER BUSINESS. INT. CL. 16. REG. _ !-813,000. SWEET KNITS AND DESIGN. INT. CL. 25. REG. 
12-21-1993. 12-21-1993. 


1,812,910. SLOPE ON A ROPE. INT. CL. 16. REG. 12-21-1993, _!-813,001. TFL_ TEAM FOOT LOCKER AND DESIGN. INT. CL. 


1,812,911. PAW PRINTS AND DESIGN. INT. CL. 16. REG 25. RIBG. 12-21-1993. 
7 12-21-1993. ae "1,813,005. SOMERSWORTH. INT. CL. 27. REG. 12-21-1993. 


1.812.912. C AND DESIGN. INT. CL. 16. REG. 12-21-1993. 1,813,010. TASMANIA STORY. INT. CL. 28. REG. 12-21-1993. 
1.812.913. MUNIWEEK. INT. CL. 16. REG. 12-21-1993. 1,813,011. HAPPY BEE TOYS. INT. CL. 28. REG. 12-21-1993. 
1.812.917. FISH STICS. INT. CL. 16. REG. 12-21-1993. 1,813,013. TOADBORG. INT. CL. 28. REG. 12-21-1993. 

1.812.918. AG-SOURCE. INT. CL. 16. REG. 12-21-1993. 1,813,014. STORM TOAD TROOPER. INT. CL. 28. REG. 


12-21-1993. 
1,812,921. ULTRAVERSE. INT. CL. 16. REG. 12-21-1993. 
,813,015. D AIR MARSHAL. INT. CL. 28. REG. 12-21-1993. 
1,812,922. TUROK DINOSAUR HUNTER. INT. CL. 16. REG. ee vn 


12-21-1993. 1,813,016. AL NEGATOR. INT. CL. 28. REG. 12-21-1993. 
1.812.924. SPECTRALITE. INT. CL. 17. REG. 12-21-1993. 1,813,017. WILLY DUWITT. INT. CL. 28. REG. 12-21-1993. 
1.812.926. POLY-TECH. INT. CL. 17. REG. 12-21-1993. 1,813,018. BRUISER THE BERSERKER BABOON. INT. CL. 28. 


REG. 12-21-1993. 
1,812,930. BOOKPAK (STYLIZED). INT. CL. 18. REG. 
ee , 1,813,019. SKILLBUILDER PRO-PACK. INT. CL. 28. REG. 


12-21-1993. 
1,812,931. TOPAZ. INT. CL. 18. REG. 12-21-1993. 
. . INT. CL. 28. REG. 12-21-1993. 
1,812,932. THE HUMAN SPIRIT. INT. CL. 18. REG. 12-21-1993. a on ae oe oe eaghs 3 hays he 
1,812,933. THE BEST SEAT IN THE GREAT OUTDOORS. INT. anion at gata nfaporay 
CL. 18. REG. 12-21-1993. 1,813,024. BRAINBUILDERS. INT. CL. 28. REG. 12-21-1993. 
1,812,934. POCKETBOX. INT. CL. 18. REG. 12-21-1993. 1,813,025. LET'S GET COOKING!. INT. CL. 28. REG. 


1,812,935. GREAT BARRIER LEAF. INT. CL. 19. REG. preibcadiniages 
12-21-1993. 1,813,026. CENTURION GOLD. INT. CL. 28. REG. 12-21-1993. 


1,812,936. LIFE-STYLES IN SOLID CEDAR. INT. CL. 19. REG. _ !,813,028. HYDRO BLASTER. INT. CL. 28. REG. 12-21-1993. 
12-21-1993. 1,813,029. MEGATROPOLIS. INT. CL. 28. REG. 12-21-1993. 
1,812,938. WORK SAVER. INT. CL. 19. REG. 12-21-1993. 1,813,031. CARBON FLASH. INT. CL. 28. REG. 12-21-1993. 
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1,813,036. 
1,813,038. 


1,813,040. 
1,813,042. 


1.813.043. 
1,813,044. 


1,813,045 
1,813,046. 


1,813,047. 
1,813,048. 


1,813,049. 
1,813,052. 
1,813,053. 
1,813,054. 
1,813,056. 
1,813,057. 
1,813,058. 


1,813,059. 
1,813,061. 
1,813,062. 
1,813,063. 
1,813,064. 
1,813,065. 
1,813,066. 
1,813,069. 
1,813,071. 
1,813,072. 
1,813,078 
1,813,079. 
1,813,081. 


1,813,084. 
1,813,085. 


1,813,086. 
1,813,087. 


1,813,088. 
1,813,091. 


1,813,092. 
1,813,095. 
1,813,097. 
1,813,098. 


1,813,099. 


1,813,100. 
1,813,103. 


1,813,104. 
1,813,105. 
1,813,106. 


1.813.107. 


2001 


BUZZ OFF. INT. CL. 28. REG. 12-21-1993. 


NUMZZLES (STYLIZED). INT. CL. 28. 
12-21-1993. 


THE PERFECT PIVOT (STYLIZED). INT. CL. 28. REG. 


12-21-1993. 


MOSQUITO RANCH GOLF. 
12-21-1993. 


SUPER THUNDER. INT. CL. 28. REG. 12-21-1993. 


CAMMIE GOES TO COLLEGE 
12-21-1993. 


SURFSKATE. INT. CL. 28. REG. 12-21-1993. 

RUNNING FOR PRESIDENT. INT. CL. 
12-21-1993. 

VELOCE. INT. CL. 28. REG. 12-21-1993. 


SPEEDWING AND DESIGN 
12-21-1993. 


SQUARESPOT. INT. CL. 28. REG. 12-21-1993. 
TONI (STYLIZED). INT. CL. 28. REG. 12-21-1993. 
TARYN. INT. CL. 28. REG. 12-21-1993. 

JENNA. INT. CL. 28. REG. 12-21-1993. 

JERK RAT. INT. CL. 28. REG. 12-21-1993. 

HOT BLAST. INT. CL. 28. REG. 12-21-1993. 


STEGOBALLOSAURUS. INT. CL. 28. 
12-21-1993. 


2 COOL JEWELER. INT. CL. 28. REG. 12-21-1993. 
LOVE-TO-READ. INT. CL. 28. REG. 12-21-1993. 


BRAWL BROTHERS. INT. CL. 28. REG. 12-21-1993. 


AZUMA. INT. CL. 28. REG. 12-21-1993. 

LICKIN’ LIZARDS. INT. CL. 28. REG. 12-21-1993. 
RUMMY-UP. INT. CL. 28. REG. 12-21-1993. 

COOL JOBS. INT. CL. 28. REG. 12-21-1993. 
SLIME-INATOR. INT. CL. 28. REG. 12-21-1993. 


POTATOES PRONTO. INT. CL. 29. REG. 12-21-1993. 
12-21-1993. 


CHEESE WACKIES. INT. CL. 29. REG. 
BAR-RIB-CUE. INT. CL. 29. REG. 12-21-1993. 


EXPRESSLY YOURS. INT. CL. 29. REG. 12-21-1993. 
REG. 


OCEAN DIAMOND AND DESIGN. INT. CL. 29. 
12-21-1993. 


BECKMAN’S GARDEN TO GO. INT. CL. 29. 
12-21-1993. 


NATURE’S BEGINNINGS. 
12-21-1993. 


CLEAR CONSCIENCE. INT. CL. 30. REG. 12-21-1993 
**EVIDENTLY, IT’S NOT YOUR NORMAL 


INT. CL. 29. 


* AND DESIGN. INT. CL. 30. REG. 12-21-1993. 
FANAGLE THE BAGEL AND DESIGN. INT. CL. 30. 


REG. 12-21-1993. 


JOE GIUSEPPE’S SADDLE BLAZIN. 
REG. 12-21-1993. 


MOM’S CHOICE. INT. CL. 30. REG. 12-21-1993. 
COLOSSO-CRUMBS. INT. CL. 30. REG. 
MINT JEWELS. INT. CL. 30. REG. 12-21-1993. 


RASPBERRY RENDEZVOUS. INT. CL. 
12-21-1993. 


STRAWBERRY CHEESECAKE CRAZE. INT. CL. 30. 


REG. 12-21-1993. 
MCSTUFFINS. INT. CL. 30. REG. 12-21-1993. 


PEPSI WILD CHERRY AND DESIGN. 
REG. 12-21-1993. 


EL SABOR JUSTO PARA TI BABY, UH-HUH. INT. 


CL. 32. REG. 12-21-1993. 
MISCELLANEOUS DESIGN. INT. CL. 32. 
12-21-1993. 
MISCELLANEOUS DESIGN. INT. CL. 32. 
12-21-1993. 


YOU'VE NEVER SEEN A TASTE LIKE THIS. INT. 


CL. 32. REG. 12-21-1993. 


REG. 


INT. CL. 28. REG. 


INT. CL. 28. REG. 


28. REG. 


INT. CL. 28. REG. 


REG. 


REG. 


REG. 


INT. CL. *0. 


12-21-1993. 


30. REG. 


INT. CL. 32. 


REG. 


REG. 


U.S. PATENT AND TRADEMARK OFFICE 


1,813,109. 


1,813,111. 
1,813,113. 
1,813,115. 
1,813,117. 
1,813,118. 


1,813,122. 


1,813,124. 
1,813,127. 
1,813,129. 
1,813,135. 
1,813,138. 
1,813,139. 
1,813,142. 


1,813,143. 
1,813,144. 
1,813,145. 
1,813,146. 


1,813,148. 


1,813,150. 


1,813,152. 
1,813,154. 
1,813,157. 


1,813,158. 


1,813,159. 
1,813,160. 


1,813,162. 


1,813,163. 
1,813,164. 
1,813,168. 
1,813,169. 


1,813,172. 


1,813,174. 


1,813,176 


1,813,177. 


1,813,178. 


1,813,179. 


1,813,180. 
1,813,181. 


1,813,182. 


1,813,183. 
1,813,185. 


1,813,188. 
1,813,192 
1,813,193. 
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WILLIAM GRANT’S CLASSIC. INT. CL. 33. REG. 
12-21-1993. 


MAJUANG. INT. CL. 33. REG. 12-21-1993. 

LOS CATADORES. INT. CL. 33. REG. 12-21-1993. 
OSCAR. INT. CL. 35. REG. 12-21-1993. 

SOLO. INT. CL. 35. REG. 12-21-1993. 


THE GARAGE DOOR DOCTOR AND DESIGN. INT. 
CL. 35. REG. 12-21-1993. 


PRICED TO SELL PROGRAM. 
12-21-1993. 


COLORADO GOLD. INT. CL. 36. REG. 
IMAGETEC. INT. CL. 36. REG. 12-21-1993. 
LIFE MATTERS. INT. CL. 36. REG. 12-21-1993. 
COLLEGEYES!. INT. CL. 36. REG. 12-21-1993. 
ECOSPHERE. INT. CL. 37. REG. 12-21-1993. 
ROOF TUNE-UP. INT. CL. 37. REG. 12-21-1993. 


FLYING J EXPRESS PAY. INT. CL. 37. 
12-21-1993. 


T*USA CONNECT. INT. CL. 38. REG. 12-21-1993. 
CALL OF FAME. INT. CL. 38. REG. 12-21-1993. 
QUICKCLIPS. INT. CL. 38. REG. 12-21-1993. 


“GOOD ENOUGH" ISN’T.. INT. CL. 38. REG. 
12-21-1993. 


ASSOCIATION FRIENDS. 
12-21-1993. 


MCI 800 BUSINESS MANAGER. INT. CL. 38. REG. 
12-21-1993. 


EURASIA TRANS. INT. CL. 39. REG. 12-21-1993 
SKI PLANE. INT. CL. 39. REG. 12-21-1993. 


MISCELLANEOUS DESIGN. INT. CL. 41. 
12-21-1993. 


CELEBRATING THE DIFFERENCES WITH MULTI- 
UNIT THINKING. INT. CL. 41. REG. 12-21-1993. 


READY, SET, PLAY!. INT. CL. 41. REG. 12-21-1993. 


MISCELLANEOUS DESIGN. INT. CL. 41. REG. 
12-21-1993. 


THE EMBROIDERY STUDIO. 
12-21-1993. 


THIN ICE. INT. CL. 41. REG. 12-21-1993. 
CITYFACTS. INT. CL. 41. REG. 12-21-1993. 
ENGLISH PUS. INT. CL. 41. REG. 12-21-1993. 


BRONCO FILM GROUP. INT. CL. 41 
12-21-1993. 


THE REMOTE STOPS HERE. INT. CL. 41. 
12-21-1993. 


CONTINUING EDUCATION CREDITS AND DESIGN. 
INT. CL. 41. REG. 12-21-1993. 


LIFE IN THE FAST LANE. INT. CL. 42. 
12-21-1993. 


VIDEO DEPOSITION NETWORK. INT. CL. 42. 
12-21-1993. 


MISCELLANEOUS DESIGN. 
12-21-1993. 


HEALTHY VISION 2000. INT. CL. 42. 
12-21-1993. 

CIVIL SOLUTIONS. INT. CL. 42. REG. 12-21-1993. 

WE PUT OUR NAME ON IT!. INT. CL. 42. REG. 
12-21-1993. 

TILAWA VIENTO SURF ARENAL-COSTA RICA AND 
DESIGN. INT. CL. 42. REG. 12-21-1993. 

CI (STYLIZED). INT. CL. 42. REG. 12-21-1993. 


PARFUMS VIA EUROPE. INT. CL. 42. 
12-21-1993. 


CONFIGURATOR. INT. CL. 42. REG. 12-21-1993. 
JAVA CENTRALE. INT. CL. 42. REG. 12-21-1993. 


DISCOUNT BEVERAGE AND DESIGN. INT. CL. 42. 
REG. 12-21-1993. 


INT. CL. 35. REG. 


12-21-1993. 


REG. 


INT. CL. 38. REG. 


REG. 


INT. CL. 41. REG. 


REG 


REG 


REG. 
REG. 
INT. CL. 42. REG. 


REG. 


REG. 
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1,813,194. 


1,813,195 


1,813,196 


1,813,197 
1,813,198 
1,813,201. 
1,813,204 


1,813,205 
1.813.212 


813,214 
813,215 


813,218. 
813,221. 


813,222. 


813,224. 
813,225 


813,226. 
813,228. 
813,230. 
813,231. 


813,232. 
813,235 


813,236. 
813,238. 


1,813,239. 


1,813,244. 


1,813,245. 


1,813,246. 


1,813,248 


1,813,250. 


1,813,251 


1,813,252. 


1,813,253 
1,813,254 


1,813,255 


1,813,259. 
1,813,260. 


1,813,261 


1,813,263. 
1,813,267. 
1,813,271. 
1,813,276. 


1,813,279. 


NEA FINANCIAL SERVICES. 
12-21-1993 

ONE HUNDRED MILLION 
12-21-1993 

AID TO INJURED MOTORISTS AND DESIGN. INT 
CL. 42. REG. 12-21-1993 

BONDTEXT. INT. CL. 42. REG. 12-21-1993 

JOHNNY LOVE'S. INT. CL. 42. REG. 12-21-1993. 

DR. STORK. INT. CL. 42. REG. 12-21-1993. 


CARLSON HOSPITALITY GROUP AND DESIGN 
CL. 42. REG. 12-21-1993 


LOUIS’. INT. CL. 42. REG. 12-21-1993. 


FIRSTIMAGE AND DESIGN. INT. CL. 42 
12-21-1993. 


QUALLOTHERM. U.S. CL. A. REG. 12-21-1993 


LAIT AUTO-BRONZANT PERSONNALISE 
IZED). INT. CL. 3. REG. 12-21-1993 


MINIKNIFE. INT. CL. 7. REG. 12-21-1993. 


CALL ANYTIME, ANYWHERE IN THE USA. 
CL. 9. REG. 12-21-1993. 


NETWORKS! CONNECT 
12-21-1993. 


MOVIE RECALL. INT. CL. 9. REG. 12-21-1993. 


THE VACUUM CLEANER THAT DOES IT ALL. INT. 
CL. 9. REG. 12-21-1993. 


DESIGN-A-CHECK. INT. CL. 9. REG. 12-21-1993. 
STRUTS. INT. CL. 12. REG. 12-21-1993. 
STAR RATINGS. INT. CL. 16. REG. 12-21-1993 


HIGH-PERFORMANCE CARS. INT. CL. 16. REG. 
12-21-1993 


MASTERSSPORTS. INT. CL. 16. REG. 12-21-1993. 


SUPERBRA (STYLIZED). INT. CL. 25. REG. 
12-21-1993 


LADY’S DIAMOND. INT. CL. 25. REG. 12-21-1993. 


KNOWLEDGE SEEKERS AND DESIGN. INT. CL. 25. 
REG. 12-21-1993. 


CORRADI AND _ DESIGN. 
12-21-1993. 


INFOMERCIAL PRODUCTS NETWORK (STYLIZED) 
INT. CL. 35. REG. 12-21-1993. 


THE READER SERVICE LINE. INT. CL. 35. REG. 
12-21-1993 


MOUNT RUSHMORE 1941-1991 GOLDEN ANNIVER- 
SARY AND DESIGN. INT. CL. 36. REG. 
12-21-1993 


THE PREMIER CARRIER OF THE SOUTHWEST 
(STYLIZED). INT. CL. 39. REG. 12-21-1993. 


INNOVATIVE HEALTH PRODUCTS, INC. INT. CL. 
40. REG. 12-21-1993. 


INNOVATION MANAGEMENT GROUP. INT. CL. 41. 
REG. 12-21-1993 

THE BUSINESS OF PERMING. 
12-21-1993. 

CUSTOM CALL. INT. CL. 42. REG. 12-21-1993. 


MIDWEST CENTER FOR HEART FAILURE. INT. CL. 
42. REG. 12-21-1993. 


THE CELL CULTURE COMPANY. INT. CL. 42. REG. 
12-21-1993. 


BOTROCETIN. INT. CLS. 1 AND 5. REG. 12-28-1993. 


INT. CL. 42. REG 


B.C.. INT. CL. 42. REG 


INT. 


REG. 


(STYL- 


INT 


INT. CL. REG. 


INT. CL. 30. REG. 


INT. CL. 41. REG 


SINCLAIR PAINT. INT. CLS. 1, 2, 3, 7, 8, 9, 16, 17, 


21, 22 AND 25. REG. 12-28-1993. 


SINCLAIR. INT. CLS. 1, 2, 3, 7, 8, 9, 
22 AND 25. REG. 12-28-1993. 

MICRO-COAT. INT. CL. 1. REG. 12-28-1993 

K-MELT. INT. CL. 1. REG. 12-28-1993. 

XFT. INT. CL. 1. REG. 12-28-1993. 

GARDEN GENIE AND DESIGN. 
12-28-1993. 

STA-GREEN II. INT. CL. 1. REG. 12-28-1993. 


INT. CL. 1. 


56, 37, 21, 


REG. 


OFFICIAL GAZETTE 


1,813,282 


1,813,284. 


1,813,286 
1,813,287 


1,813,291. 
1,813,292. 


1,813,296 


1,813,298. 
1,813,300. 


1,813,302 
1,813,303 
1,813,310. 


1,813,312. 


1,813,314, 
1,813,317 


1,813,318 
1,813,320 


1,813,323. 


1,813,328 


1,813,330. 


1,813,333 
1,813,336. 
1,813,339. 


1,813,340. 
1,813,344. 
1,813,346. 
1,813,352. 


1,813,355. 
1,813,357. 


1,813,358. 
1,813,359 
1,813,364. 
1,813,368. 


1,813,375 
1,813,381 


1,813,383. 


1,813,386 


1,813,392. 


1,813,395 


1,813,396. 


1,813,397 
1,813,399 


1,813,402. 


1,813,403 
1,813,405 
1,813,406 


1,813,408. 
1,813,410. 
1,813,412. 
1,813,413. 
1,813,414. 
1,813,415. 


FEB 20, 2001 


VITRIDE. INT. CL. 1. REG. 12-28-1993. 

VEG-X-TEN. INT. CL. 1. REG. 12-28-1993. 
NOVAPLAST. INT. CL. i. REG. 12-28-1993 
AQUALUM. INT. CL. 1. REG. 12-28-1993. 

DECOREX. INT. CLS. 2, 7 AND 16. REG. 12-28-1993. 
M AND DESIGN. INT. CL. 2. REG. 12-28-1993. 

85A. INT. CL. 2. REG. 12-28-1993. 

95M. INT. CL. 2. REG. 12-28-1993. 


BALLS THE MAN’S COLOGNE. 
12-28-1993. 

COLORS AND DESIGN. INT. CL. 3. REG. 12-28-1993 

AQUAPRANA. INT. CL. 3. REG. 12-28-1993 

LINER PRECIS LANCOME (STYLIZED). INT. CL. 3. 
REG. 12-28-1993. 

HARRIET SELLING (STYLIZED). INT. CL. 3. REG 
12-28-1993. 

3 MINUTE WORKOUT. INT. CL. 3. REG. 12-28-1993. 


TOP POWER AND DESIGN. INT. CL. 3. REG. 
12-28-1993. 


SWEET RELIEF. INT. CL. 3. REG. 12-28-1993. 


MISCELLANEOUS DESIGN. INT. CL. 3. 
12-28-1993. 


FINISH LINE AND DESIGN. 
12-28-1993. 


MAROUSSIA AND DESIGN. 
12-28-1993. 


NATURONICS ORGANIC MUD. 
12-28-1993. 


MINE RADIEUSE. INT. CL. 3. REG. 12-28-1993 
FASHION FOAM. INT. CL. 3. REG. 12-28-1993. 


MISCELLANEOUS DESIGN. INT. CLS. 3 AND 9. REG. 
12-28-1993. 


GRAFFITI KILLER. INT. CL. 3. REG. 12-28-1993. 
SYNQUEST. INT. CL. 4. REG. 12-28-1993. 
ZEIGLER. INT. CLS. 4 AND 16. REG. 12-28-1993. 


ENERMAX AND DESIGN. INT. CL. 5. REG. 
12-28-1993. 


MULTIDOSE DERM J. INT. CL. 5. REG. 12-28-1993. 

NUROFEN AND DESIGN. INT. CL. 5. REG. 
12-28-1993. 

SINUMIST-SR. INT. CL. 5. REG. 12-28-1993 

CLASSIC Ill. INT. CL. 5. REG. 12-28-1993. 

CARDIOL. INT. CL. 5. REG. 12-28-1993. 


SEAL RITE SR AND DESIGN. INT. CLS. 6 AND 19. 
REG. 12-28-1993. 


FAC. INT. CLS. 6 AND 9. REG. 12-28-1993. 


TW STANLEY AND DESIGN. INT. CLS. 7, 9, 10, 11 
AND 12. REG. 12-28-1993. 


TANAC (STYLIZED). INT. CLS. 7, 9 AND 16. REG. 
12-28-1993. 


TRACKMASTER. INT. CL. 7. REG. 12-28-1993. 
POWER STREAK INT. CL. 7. REG. 12-28-1993 
FENDERGRIP. INT. CL. 7. REG. 12-28-1993. 

KL-C. INT. CL. 7. REG. 12-28-1993 

OMNI-FLEX. INT. CL. 7. REG. 12-28-1993 

E-Z CUT. INT. CL. 8. REG. 12-28-1993. 

CORVUS SYSTEMS. INT. CL. 9. REG. 12-28-1993 
EAGLE AND DESIGN. INT. CL. 9. REG. 12-28-1993 
FS. INT. CL. 9. REG. 12-28-1993. 

AS/SET. INT. CL. 9. REG. 12-28-1993. 

USIT. INT. CL. 9. REG. 12-28-1993. 

PAGESTREAM. INT. CL. 9. REG. 12-28-1993. 
MEGA4. INT. CLS. 9 AND 10. REG. 12-28-1993. 
ASPECT. INT. CL. 9. REG. 12-28-1993. 

GEN400 ENQUIRY. INT. CL. 9. REG. 12-28-1993. 
GPT AND DESIGN. INT. CL. 9. REG. 12-28-1993. 


INT. CL. 3. REG. 


NT. Ci. 3. 


INT. CL. 3. 


iNT. Ci. 3. 





FEB 20, 
1,813,418. 
1,813,419. 
1,813,421. 
1,813,425. 
1,813,426. 


1,813,428. 
1,813,429 


1,813,432. 
1,813,438 
1,813,441. 


1,813,442 


1,813,443 
1,813,448 
1,813,451. 
1,813,454 
1,813,456. 
1,813,457. 
1,813,458 


1,813,460 
1,813,464 
1,813,465 
1,813,467. 


1,813,470. 
1,813,475 


1,813,478 
1,813,479 
1,813,480. 
1,813,489 


1,813,493 
1,813,496. 


1,813,497 
1,813,498. 
1,813,499 
1,813,500. 
1,813,501 
1,813,502. 


1,813,503 
1,813,504 
1,813,506. 
1,813,508. 


1,813,511. 
1,813,514. 


1,813,515. 


1,813,517 


2001 


NAVI-GATOR 
12-28-1993. 

MISCELLANEOUS _ DESIGN. 
12-28-1993. 

MACTOPAS (STYLIZED). 
12-28-1993. 


TRIDENT MICRO SYSTEMS AND DESIGN. INT. CL. 
9. REG. 12-28-1993. 


SIGMA IMAGING SYSTEMS, INC. AND DESIGN. 
INT. CLS. 9, 16, 41 AND 42. REG. 12-28-1993. 
SHOW-CAIS. INT. CL. 9. REG. 12-28-1993 


1Q SOFTWARE AND DESIGN. INT. CL. 9. REG. 
12-28-1993 


CROSFIELD. INT. CL. 9. REG. 12-28-1993. 
SYNOPTICS. INT. CL. 9. REG. 12-28-1993. 


COMPUMED ENGINEERING. INT. CLS. 9 AND 42 
REG. 12-28-1993. 


MOTEC SYSTEMS USA PROGRAMMABLE ENGINE 
MANAGEMENT SYSTEM FOR RACING AND 
OFF HIGHWAY VEHICLES AND DESIGN. INT. 
CL. 9. REG. 12-28-1993. 


GSI. INT. CL. 9. REG. 12-28-1993. 

SCALE MAGIC. INT. CL. 9. REG. 12-28-1993. 
MSTOX. INT. CL. 9. REG. 12-28-1993. 
INSTALL NET. INT. CL. 9. REG. 12-28-1993 
FAX III. INT. CL. 9. REG. 12-28-1993 

MIRA. INT. CL. 9. REG. 12-28-1993. 


MO MONEY RECORDS MO-MONEY AND DESIGN. 
INT. CLS. 9, 16, 25 AND 41. REG. 12-28-1993. 


SYNERGY. INT. CL. 9. REG. 12-28-1993. 

ACCESS HUB. INT. CL. 9. REG. 12-28-1993 

COM-NODE. INT. CL. 9. REG. 12-28-1993. 

PRIVATE SUBJECT AND DESIGN. INT. CL. 9. REG. 
12-28-1993. 

COMP EXPERT. INT. CL. 9. REG. 12-28-1993 


LAGOON AND DESIGN. INT. CLS. 9 AND 11 
12-28-1993. 


HORIZON 4085X. INT. CL. 9. REG. 12-28-1993. 
HORIZON 4060X. INT. CL. 9. REG. 12-28-1993. 
HORIZON 4080X. INT. CL. 9. REG. 12-28-1993. 


OCCUPATIONAL SAFETY PROFESSIONAL. INT. CL. 
9. REG. 12-28-1993. 


CARLSON SCIENTIFIC. INT. CL. 9. REG. 12-28-1993. 

EASYREADER AND DESIGN. INT. CLS. 9 AND 42 
REG. 12-28-1993 

TELECU. INT. CL. 9. REG. 12-28-1993 

THRIVE (STYLIZED). INT. CL. 9. REG. 12-28-1993. 

THUNDERSTORM. INT. CL. 9. REG. i2-24%-1993. 

49TH ST. INT. CL. 9. REG. 12-28-1993 

XTRA-LINK. INT. CL. 9. REG. 12-28-1993 

INNOTECH AND DESIGN. INT. CL. 9 
12-28-1993 

CYBERDESK 
12-28-1993. 

SYSTEMS FOR EVERY APPLICATION AND EVERY 
BUDGET AND DESIGN. INT. CL. 9. REG 
12-28-1993. 

ISIS. INT. CL. 9. REG. 12-28-1993. 

JUNK POETS (STYLIZED). INT. CL. 9 
12-28-1993 

TANJI DESIGN. INT. CL. 9. REG. 12-28-1993. 

PONY EXPRESS RESIDENTIAL SECURITY AND DE- 
SIGN. INT. CLS. 9, 37 AND 42. REG. 12-28-1993 

WORKSTATION ONE. INT. CLS. 9 AND 16. REG. 
12-28-1993 


CASHE COLLEGE AID SOURCES FOR HIGHER EDU- 
CATION (STYLIZED). INT. CL. 9% REG. 
12-28-1993. 


(STYLIZED). INT. CL. 9. REG 


INT. CL. 9. REG. 


INT. CL. 9. REG. 


REG 


REG 


(STYLIZED). INT. CL. 9. REG 


REG. 


U.S. PATENT AND TRADEMARK OFFICE 


1,813,519. 


1,813,520 
1,813,522 


1,813,526 


1,813,527. 
1,813,532. 


1,813,533 


1,813,534. 


1,813,536 


1,813,539. 
1,813,540. 
1,813,547. 
1,813,548. 
1,813,549. 
1,813,550. 
1,813,551. 


1,813,552 
1,813,553 


1,813,556. 
1,813,557. 
1,813,558. 
1,813,560. 
1,813,561. 
1,813,562. 


1,813,563 
1,813,564 


1,813,565. 
1,813,568. 
1,813,570. 
1,813,574. 
1,813,575. 
1,813,576. 
1,813,577. 


1,813,580. 


1,813,582. 
1,813,583. 


1,813,587 
1,813,588 


1,813,590. 
1,813,591. 
1,813,592. 


1,813,598. 
1,813,602. 


1,813,603 


1,813,607. 


1,813,609. 
1,813,613. 


1.813.614 
1,813,618 
1,813,620 


1,813,621. 


1,813,622. 
1,813,623. 


1,813,624 
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CORELSHOW. INT. CL. 9. REG. 12-28-1993 
CORELMOSAIC. INT. CL. 9. REG. 12-28-1993 


KEEHN ON EUROPE AND DESIGN. INT. CL. 9. REG 
12-28-1993. 


PRECISION EXTRACT (STYLIZED). INT. CL. 9. REG. 
12-28-1993. 


INCOMED. INT. CLS. 9 AND 10. REG. 12-28-1993 


MEGAHERTZ AND DESIGN. INT. CL. 9. REG 
12-28-1993. 


COFINALYST. INT. CL. 9. REG. 12-28-1993. 

HAWK AVS. INT. CL. 9. REG. 12-28-1993. 

IMSPACE SYSTEMS. INT. CL. 9. REG. 12-28-1993. 
CONSIST AR. INT. CL. 9. REG. 12-28-1993. 

CONSIST AP. INT. CL. 9. REG. 12-28-1993. 
PATHWISE. INT. CL. 9. REG. 12-28-1993. 
SN. INT. CL. 9. REG. 12-28-1993. 
AMPLAN. INT. CLS. 9 AND 35. REG. 
OMNIMIX. INT. CL. 9. REG. 12-28-1993 


PLATYPUS AND DESIGN. INT. CL. 9%. 
12-28-1993. 


ANGLESTAR. INT. CL. 9. REG. 12-28-1993. 

NASTRAQ. INT. CL. 9. REG. 12-28-1993. 

EMF-ALERT. INT. CL. 9. REG. 12-28-1993. 

HOME BRIDGE CLUB. INT. CL. 9. REG. 12-28-1993. 

PRINTLEADER. INT. CL. 9. REG. 12-28-1993 

SMARTSCAPE. INT. CL. 9. REG. 12-28-1993. 

PRO-MASTER. INT. CL. 9. REG. 12-28-1993 

B&L RAY-BAN USA. INT. CL. 9. REG. 12-28-1993 

MEGAHELP. INT. CL. 9. REG. 12-28-1993. 

AVANTL INT. CL. 9. REG. 12-28-1993. 

SANDAL. INT. CL. 9. REG. 12-28-1993. 

SAFEWAY. INT. CL. 9. REG. 12-28-1993 

SHAREVIEW. INT. CL. 9. REG. 12-28-1993. 

SIDE KICKS. INT. CL. 9. REG. 12-28-1993. 

TYPESTATION. INT. CL. 9. REG. 12-28-1993. 

PR-2 AND DESIGN. INT. CL. 9. REG. 12-28-1993. 

CLEARVISION. INT. CL. 9. REG. 12-28-1993. 

KNOCKABOUT. INT. CL. 9. REG. 12-28-1993. 

XLI CORPORATION. INT. CL. 9. REG. 12 

4 SURE AND DESIGN. INT. CL. 10. REG. 12 

HOMEPUMP PLUS. INT. CL. 10. REG. 12 

ANCOR. INT. CL. 10. REG. 12-28-1993 

OPX. INT. CL. 10. REG. 12-28-1993. 

SILVER CLOUD. INT. CL. 11. REG. 12-28-1993 

PURIFILTER AND DESIGN. INT. CL. 11. 
2-28-1993. 

DRIP-EZE. INT. CL. 11. REG. 12-28-1993. 


TRIM-GAS ENERGY-SAVER BY U.S. GASLIGHT 
AND DESIGN. INT. CL. 11. REG. 12-28-1993. 

GEO LITE AND DESIGN. INT. CL. 11 
12-28-1993. 

WHITE GLOVE BRASS. 
12-28-1993 

UNI-HOIST. INT. CL. 12. REG. 12-28-1993 


SEYMOUR AND DESIGN. INT. CLS. 12, 20, 21 AND 
22. REG. 12-28-1993 


WONDERBAR. INT. CL. 12. REG. 12-28-1993 
BULLSEYE. INT. CL. 12. REG. 12-28-1993 


LAW CONCEALMENT SYSTEMS, INC. AND DESIGN 
INT. CL. 13. REG. 12-28-1993 


BUCKFINDER (STYLIZED). INT. CL. 13. 
12-28-1993. 


CHOW SANG SANG. INT. CL. 14. REG. 12-28-1993 
B (STYLIZED). INT. CL. 14. REG. 12-28-1993. 
SUZETTE ROYCE. INT. CL. 14. REG. 12-28-1993 


12-28-1993 


REG. 


28-1993 
28-1993 
28-1993 


REG 


REG 


INT. CL 1. REG 


REG. 
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1,813,625 


1,813,626. 
1,813,628. 


1,813,629. 


1,813,632. 


1,813,633. 
1,813,634. 
1,813,635. 


1,813,637. 
1,813,638. 


1,813,641. 
1,813,643. 
1,813,644. 


1,813,645 


1,813,646. 


1,813,647. 


1,813,648. 
1,813,649. 
1,813,650. 
1,813,652. 


1,813,658. 
1,813,661. 


1,813,670. 


1,813,673. 


1,813,679 


1,813,681. 


1,813,686. 


1,813,688. 
1,813,690. 
1,813,692. 


1,813,695 


1,813,696. 


1,813,697. 
1,813,700. 


1,813,704. 


1,813,707 


1,813,709. 


1.813.710 


1,813,711. 
1,813,712. 


1,813,713 


1.813.714. 
1,813,715. 


1,813.716. 


2 OFFICIAL GAZETTE 


. OPTIONS BY HELEN Z 
12-28-1993. 

UNL. INT. CL. 14. REG. 12-28-1993. 

THE MACINTOSH BUYER’S GUIDE. 
REG. 12-28-1993. 

ANIMAL PHARM AND DESIGN. INT. CLS. 16 AND 
42. REG. 12-28-1993. 


GREAT AMERICAN PASTIME. 
28. REG. 12-28-1993. 


REDIRECT. INT. CL. 16. REG. 12-28-1993. 
Z AND DESIGN. INT. CL. 16. REG. 12-28-1993 


GET RICH SLOWLY ... AND CAREFULLY. INT. CL. 
16. REG. 12-28-1993. 


SCHOOL BLUES. INT. CL. 16. REG. 12-28-1993 


DETROIT LIONS. INT. CLS. 16 AND 25. 
12-28-1993. 


ORANGE OBSERVER. INT. CL. 16. REG. 12-28-1993. 
DONTECH. INT. CLS. 16 AND 35. REG. 12-28-1993. 


MISCELLANEOUS DESIGN. INT. CLS. 16 AND 21. 
REG. 12-28-1993. 

DRI-BOTTOMS DIAPERS FOR GIRLS AND DESIGN 
INT. CL. 16. REG. 12-28-1993. 


DRI-BOTTOMS DIAPERS FOR GIRLS AND DESIGN. 
INT. CL. 16. REG. 12-28-1993. 


DRI-BOTTOMS DIAPERS FOR BOYS AND DESIGN. 
INT. CL. 16. REG. 12-28-1993 


DIAL-OGUE. INT. CL. 16. REG. 12-28-1993. 
DIAL-OGO. INT. CL. 16. REG. 12-28-1993. 
COPYCARD. INT. CL. 16. REG. 12-28-1993. 


AGRI-BUSINESS ADVISER. INT. CL. 16. 
12-28-1993. 


PRONOTI (STYLIZED). INT. CL. 16. REG. 12-28-1993. 


MISCELLANEOUS DESIGN. INT. CL. 16. REG 
12-28-1993. 


IMPRACTICAL PORTIONS. 
12-28-1993. 


SWOOPEE KIDS CLUB. 
REG. 12-28-1993. 


SOFTWARE TRADER MAGAZINE AND DESIGN. 
INT. CL. 16. REG. 12-28-1993. 


FARM PRESS AGRI-LETTER. INT. CL. 
12-28-1993. 


THE PARKWAY FERTILITY REPORT. INT. CL. 16. 
REG. 12-28-1993. 


NON SEQUITUR. INT. CL. 16. REG. 12-28-1993 
TOPPER TAG. INT. CL. 16. REG. 12-28-1993. 


THE SRC ORANGE BOOK OF 5-TREND LONG-TERM 
O-T-C CHARTS. INT. CL. 16. REG. 12-28-1993. 


KIDSNOW NEWS, OPINIONS AND WORLD ISSUES 
INT. CL. 16. REG. 12-28-1993. 


HOVE BOOKS (STYLIZED). INT. CL 
12-28-1993. 


FLEXY AND DESIGN. INT. CL. 16. REG. 12-28-1993 


CLINICAL LASER MONTHLY. INT. CL. 16. REG 
12-28-1993. 


APPELLATION. INT. CL. 16. REG. 12-28-1993 
INCENTIVE PARTNERSHIPS. INT. CL. 16. REG. 
12-28-1993 
THE PUNCH LINE. INT. CL. 16. REG. 12-28-1993. 
SPORTSCAPPER. INT. CL. 16. REG. 12-28-1993 
SLAMMAS. INT. CL. 16. REG. 12-28-1993. 
SEASONAL LIVING. INT. CL. 16. REG. 
J & B PRODUCTS. INT. CL. 17. REG. 
TAMPOL. INT. CL. 17. REG. 12-28-1993 


ADVANTAGE TUBING & HOSE. INT. CL 
12-28- 1993 


ANSWER. INT. CL. 17. REG 


INT. CL. 14. REG. 


INT. CL. 16. 


INT. CLS. 16 AND 


REG 


REG. 


INT. CL. 16. REG. 


INT. CLS. 16, 30 AND 42. 


16. REG 


16. REG. 


12-28-1993 
12-28-1993 


17. REG. 


12-28-1993 


1,813,717 


1,813,725. 
1,813,726. 
1,813,727. 


1,813,734. 
1,813,735. 


1,813,738. 


1,813,739. 


1,813,741. 


1,813,746 


1,813,747 


1,813,750. 


1,813,755. 
1,813,757. 


1,813,758. 
1,813,761. 
1,813,762. 
1,813,763. 
1,813,764. 
1,813,766. 


1,813,767. 
1,813,768. 


1,813,769. 
1,813,770. 


1,813,771. 
1,813,772. 
1,813,773. 


1,813,779. 
1,813,781. 


1,813,782. 


1,813,783. 


1,813,784. 
1,813,786. 


1,813,787. 


1,813,788. 
1,813,789. 


1,813,792. 
1,813,793. 


1,813,795. 


1,813,797. 


1,813,802. 


1,813,803. 
1,813,806. 
1,813,807. 
1,813,808. 


FEB 20, 200? 


COREFILM. INT. CL. 17. REG. 12-28-1993. 
NRG AND DESIGN. INT. CL. 17. REG. 12-28-1993. 
HOLLAND SPORT. INT. CL. 18. REG. 12-28-1993. 


MISCELLANEOUS DESIGN. INT. CLS. 18, 25, 26 AND 
41. REG. 12-28-1993. 


REINDOG. INT. CL. 18. REG. 12-28-1993. 


OBERWETTER DRYE AND DESIGN. INT. CL. 18 
REG. 12-28-1993. 


FLEX HINGE JAMBLINER. 
12-28-1993 

CAL-CLAY AND DESIGN. INT. CL. 
12-28-1993. 

RH90. INT. CL. 19. REG. 12-28-1993. 


VILLIERS AND DESIGN. INT. CLS. 20 AND 24. REG. 
12-28-1993. 


S AND DESIGN. INT. CL. 20. REG. 12-28-1993. 


KORNERSAVER (STYLIZED). INT. CL. 20. REG. 
12-28-1993. 


MR. SMALL STUFF. INT. CL. 20. REG. 12-28-1993. 


CEDAR BEDDER (STYLIZED). INT. CL. 20. REG. 
12-28-1993. 


HANGER GUARD. INT. CL. 20. REG. 12-28-1993. 
MYCO AND DESIGN. INT. CL. 20. REG. 12-28-1993 
TAO. INT. CL. 20. REG. 12-28-1993. 

SANZ-OFF. INT. CL. 21. REG. 12-28-1993. 

GOOD HEALTH. INT. CL. 21. REG. 12-28-1993. 


K KUPLETTECO. AND DESIGN. INT. CL. 21. REG. 
12-28-1993. 


SURE-GRIP. INT. CL. 21. REG. 12-28-1993. 


SOAP MAGIC (STYLIZED). INT. CL. 21. 
12-28-1993. 


COOL CUBE. INT. CL. 21. REG. 12-28-1993. 


GUSTIN-KRAMER COMPANY. INT. CLS. 21 AND 22. 
REG. 12-28-1993. 


SILVANO. INT. CL. 21. REG. 12-28-1993. 
BURNISHMATE. INT. CL. 21. REG. 12-28-1993. 


SHIP RITE BY APOLLO AND DESIGN. INT. CL. 22. 
REG. 12-28-1993. 


EURO-CREPE. INT. CL. 24. REG. 12-28-1993. 


MISCELLANEOUS DESIGN. INT. CLS. 24 AND 25. 
REG. 12-28-1993. 


BY BASI AND DESIGN. INT. CL. 
12-28-1993. 

JENNY PACKHAM (STYLIZED). INT. CL. 25. 
12-28-1993. 

LUSTER * LITE. INT. CL. 25. REG. 12-28-1993. 


USA TOUGH! AND DESIGN. INT. CL. 25. 
12-28-1993. 


MISCELLANEOUS DESIGN. INT. CL. 
12-28-1993. 


FEISTY. INT. CL. 25. REG. 12-28-1993. 


FRESH PEPPER JEAN CO.. INT. CL. 25. 
12-28-1993. 


JAMOKA HEDSOK. INT. CL. 25. REG. 12-28-1993. 


M MOSSIMO NO. 11551068 AND DESIGN. INT. CL. 
25. REG. 12-28-1993. 


THE PSYCHIC CONNECTION. INT. CL. 
12-28-1993. 


W D W WOMEN'S DESIGNING WORLD (STYLIZED). 
INT. CL. 25. REG. 12-28-1993. 


LLOYD’S AND DESIGN. INT. CL. 
12-28-1993. 


FLEX-TEX. INT. CL. 25. REG. 12-28-1993. 
SIZZLE’N LACE. INT. CL. 25. REG. 12-28-1993. 
PUPPY LOVE. INT. CL. 25. REG. 12-28-1993. 
1045 PARK. INT. CL. 25. REG. 12-28-1993. 


INT. CL. 19. REG. 


19. REG. 


REG. 


25. REG. 


REG. 


25. 


REG. 


25. REG. 


25. REG. 





FEB 20, 


1,813,810. 


1,813,811. 


1,813,812. 
1,813,814. 
1,813,816. 
1,813,818. 


1,813,820. 
1,813,821. 
1,813,822. 
1,813,824. 
1,813,825. 
1,813,828. 


1,813,830. 


1,813,831. 
1,813,832. 


1,813,833 
1,813,834. 
1,813,835. 


1,813,837. 


1,813,838. 


1,813,839. 
1,813,840. 


1,813,841. 
1,813,845. 


1,813,850. 
1,813,851. 


1,813,852. 


1,813,854. 


1,813,855. 
1,813,857. 
1,813,859. 


1,813,861. 
1,813,863. 
1,813,864. 
1,813,865. 


1,813,867. 


1,813,868. 


1,813,869. 
1,813,870. 


1,813,871. 
1,813,872. 
1,813,874. 


1,813,875. 


1,813,876. 
1,813,878. 


2001 


KABONKERS. 
12-28-1993. 


CHIC KIDS 
12-28-1993. 

KARL KANI-JEANS. INT. CL. 25. REG. 12-28-1993. 

SEBASTINO. INT. CL. 25. REG. 12-28-1993. 

PM AND DESIGN. INT. CL. 25. REG. 12-28-1993. 


FEEL GOOD HEADBAND. INT. CL. 25. REG. 
12-28-1993. 


FLEX-WALK. INT. CL. 25. REG. 12-28-1993. 
RIP N TEAR. INT. CL. 25. REG. 12-28-1993. 
JWK. INT. CL. 25. REG. 12-28-1993. 

IMPRESS. INT. CL. 25. REG. 12-28-1993. 
NORTH BEACH. INT. CL. 25. REG. 12-28-1993. 


RODEO ACTIVE AND DESIGN. INT. CL. 25. 
12-28-1993. 

DR. LIVINGSTONE I PRESUME AND DESIGN. 
CL. 25. REG. 12-28-1993. 

PARK WEST. INT. CL. 25. REG. 12-28-1993. 


FISHPAW AND DESIGN. INT. CL. 25. 
12-28-1993. 


EVE’S ALLURE. INT. CL. 25. REG. 12-28-1993. 
OCTOGRIP. INT. CL. 25. REG. 12-28-1993. 


MISCELLANEOUS DESIGN. INT. CL. 25. 
12-28-1993. 


I DIG THE SKIN 
12-28-1993. 


NEVER QUESTION WHO I AM. INT. CL. 25. 
12-28-1993. 


UNDERWRITERS’. INT. CL. 25. REG. 12-28-1993. 


FIRSTAR EVE AND DESIGN. INT. CLS. 25 AND 41. 
REG. 12-28-1993. 


VINTAGE REVIEW. INT. CL. 25. REG. 


THE LOOK THAT LASTS. 
12-28-1993. 

MONKEY MANIA. INT. CL. 28. REG. 12-28-1993. 

MISCELLANEOUS DESIGN. INT. CL. 28. 
12-28-1993 

HEADLINERS HEADGEAR THE ORIGINALS AND 
DESIGN. INT. CL. 28. REG. 12-28-1993. 

HAPPINESS EXPRESS CLUB. INT. CL. 
12-28-1993. 

WEARLON. INT. CL. 28. REG. 12-28-1993. 

YIKES!. INT. CL. 28. REG. 12-28-1993. 

GAME SET MATCH THE WILD CARD TENNIS 
GAME AND DESIGN. INT. CL. 28. REG. 
12-28-1993. 

HOT COLORS. INT. CL. 28. REG. 12-28-1993. 

LA CLASSICS. INT. CL. 28. REG. 12-28-1993. 

TIC-TAC 2. INT. CL. 28. REG. 12-28-1993 

POWER LINE AND DESIGN. INT. CL. 28. REG. 
12-28-1993. 

STICK-OUT THE WALKING-STICK WORKOUT AND 
DESIGN. INT. CL. 28. REG. 12-28-1993. 


KEEPING UP WITH THE JONES’ (STYLIZED). INT. 
CL. 28. REG. 12-28-1993. 


HYDRO-HANDS. INT. CL. 28. REG. 12-28-1993. 


DURAGRIP AND DESIGN. INT. CL. 28. 
12-28-1993. 


AMG. INT. CL. 28. REG. 12-28-1993. 
PROFEEL. INT. CL. 28. REG. 12-28-1993. 


TRIPLE DECKER CHECKERS. INT. CL. 28. REG. 
12-28-1993. 


CENTURY II SERIES (STYLIZED). INT. CL. 28. REG. 
12-28-1993. 


WIDOWMAKER. INT. CL. 28. REG. 12-28-1993. 
MCX. INT. CL. 28. REG. 12-28-1993. 


INT. CLS. 25 AND 26. REG. 


(STYLIZED). INT. CL. 25. REG. 


REG. 


I'M “N”. INT. CL. 25. REG. 


REG. 


12-28-1993. 


INT. CL. 27. REG. 


REG. 


28. REG. 


REG. 


U.S. PATENT AND TRADEMARK OFFICE 


1,813,881. 


1,813,883. 
1,813,885. 


1,813,888. 
1,813,889. 
1,813,892. 
1,813,893. 
1,813,894. 
1,813,895. 
1,813,896. 


1,813,897. 


1,813,898. 


1,813,899. 


1,813,902. 


1,813,909. 


1,813,911. 
1,813,912. 


1,813,913. 
1,813,915. 
1,813,916. 
1,813,917. 
1,813,919. 
1,813,920. 


1,813,922. 
1,813,927. 


1,813,934. 


1,813,935. 


1,813,937. 
1,813,939. 


1,813,941. 
1,813,943. 


1,813,944. 
1,813,946. 
1,813,948. 
1,813,950. 
1,813,951. 


1,813,957. 


1,813,961. 
1,813,963. 
1,813,972. 


1,813,973. 


1,813,974. 


1,813,981. 
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THUNDERWEAR T STREET AND DESIGN. INT. CL. 
28. REG. 12-28-1993. 


NATREL. INT. CLS. 29 AND 30. REG. 12-28-1993. 


THE GREAT AMERICAN BASKET. INT. CL. 29. REG. 
12-28-1993. 


GENOVA. INT. CL. 29. REG. 12-28-1993. 

RICO SOY. INT. CL. 29. REG. 12-28-1993. 

ARISE AND DESIGN. INT. CL. 29. REG. 12-28-1993. 

D'LITE. INT. CL. 29. REG. 12-28-1993. 

SUNGLO PLUS+. INT. CL. 29. REG. 12-28-1993. 

SUBLIME. INT. CL. 29. REG. 12-28-1993. 

C.C.CHICKEN HOME OF THE GRILLED CHICKEN 
AND DESIGN. INT. CL. 29. REG. 12-28-1993. 


SUPER SPUD AND DESIGN. INT. CL. 29. REG. 
12-28-1993. 


CALIFORNIA VEGETABLE STAND COMBINATIONS. 
INT. CL. 29. REG. 12-28-1993. 

RAWLIFE. INT. CLS. 29 AND 31. REG. 12-28-1993. 

JEFF BENHARD’S LOUISIANA PREMIUM SEA- 


FOODS SINCE 1907 AND DESIGN. INT. CL. 29. 
REG. 12-28-1993. 


MISCELLANEOUS DESIGN. 
12-28-1993. 

BAKER'S BUNDLES. INT. CL. 30. REG. 12-28-1993. 
PIE CONES THE WALKING PIE FUN FRESH FAST 
AND DESIGN. INT. CL. 30. REG. 12-28-1993. 

DREAM WHEELS. INT. CL. 30. REG. 12-28-1993. 
CELESTINO. INT. CL. 30. REG. 12-28-1993. 
COFFEE-ETS. INT. CL. 30. REG. 12-28-1993. 
TREAT’S A’ PLENTY. INT. CL. 30. REG. 12-28-1993. 
FALK’S. INT. CL. 30. REG. 12-28-1993 


CRITCHLEY’S (STYLIZED). INT. CL. 
12-28-1993. 


TEA OF LIFE. INT. CL. 30. REG. 12-28-1993. 


DOLPHINS & FRIENDS (STYLIZED). INT. CL. 30 
REG. 12-28-1993. 


THAT’S A’MORE! FOR LESS. 
12-28-1993. 


DINO-SLURPS AND DESIGN. 
12-28-1993. 


TROPICOFFEE. INT. CL. 30. REG. 12-28-1993. 


MISCELLANEOUS DESIGN. INT. CL. 30. 
12-28-1993. 


MONTE DE ORO. INT. CL. 30. REG. 12-28-1993. 

SOONANNY’S AND DESIGN. INT. CL. 30. REG. 
12-28-1993. 

BREEZECAKE. INT. CL. 30. REG. 12-28-1993. 

BANANA BUNCH. INT. CL. 30. REG. 12-28-1993. 

CALGENE. INT. CL. 31. REG. 12-28-1993. 

DRY BED PINE SHAVINGS FROM D&G LUMBER 
THREE FORKS, MT AND DESIGN. INT. CL. 31. 
REG. 12-28-1993. 

MOUNTAIN GIRLS APPLES PEARS WASHINGTON 
AND DESIGN. INT. CL. 31. REG. 12-28-1993. 

AQUA VIE AND DESIGN. INT. CL. 32. 
12-28-1993. 

JULIANA. INT. CL. 32. REG. 12-28-1993. 

TRIPLE CROWN. INT. CL. 33. REG. 12-28-1993. 

BIC LIMITED EDITION AND DESIGN. INT. CL. 34. 
REG. 12-28-1993. 

BEST BUY A QUALITY PRODUCT AT A VALUE 
PRICE SEAL OF QUALITY ‘“‘ALL OVER THE 
WEST” AND DESIGN. INT. CL. 34. REG. 
12-28-1993. 

CARDINAL INDUSTRIES INCORPORATED AND DE- 
SIGN. INT. CL. 35. REG. 12-28-1993. 

RETURN WITH US TO THOSE THRILLING DAYS 
OF YESTERYEAR. INT. CL. 35. REG. 12-28-1993. 


INT. CL. 30. REG. 


30. REG. 


INT. CL. 30. REG. 


INT. CL. 30. REG. 


REG. 
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1,813,983 


1,813,987. 


1,813,988 
1,813,989 


1,813,991. 
1,813,992. 


1,813,994 
1,813,997. 


1,813,998. 
1,813,999. 


1,814,000. 


1,814,001. 
1,814,002. 
1,814,003 


1,814,007. 


1,814,008. 
1,814,009. 
1,814,010 
1,814,011 

1,814,012. 
1,814,013. 


1,814,014. 
1,814,017. 
1,814,020. 


1,814,021. 


1,814,027. 
1,814,028. 


1,814,030. 


1,814,031. 


1,814,032 


1,814,034 


1,814,035. 


1,814,037 


1,814,038. 


1,814,040. 
1,814,041. 


1,814,043. 


1,814,045. 


1,814,052. 


1,814,053. 
1,814,057. 
1,814,059. 
1,814,064. 


OFFICIAL GAZETTE 


STRATEGIC ALLIANCE ASSOCIATES AND DESIGN. 
INT. CL. 35. REG. 12-28-1993. 


MAC NORTHWEST AND DESIGN. INT. CL. 35. REG. 
12-28-1993. 


OHS. INT. CL. 35. REG. 12-28-1993. 


WESTERN RELOCATION MANAGEMENT INC. AND 
DESIGN. INT. CLS. 35 AND 36. REG. 12-28-1993. 


C AND DESIGN. INT. CL. 35, REG. 12-28-1993. 


ERRAND EXPRESS. INT. CLS. 35, 37, 38, 39, 40 AND 
42. REG. 12-28-1993. 


SENIOR SAVERS. INT. CL. 35. REG. 12-28-1993. 


PS PRESENTATION SERVICES AND DESIGN. INT. 
CL. 35. REG. 12-28-1993. 


PROGRADE. INT. CLS. 35 AND 41. REG. 12-28-1993. 


IOPIS ASSOCIATES, INC. INT. CLS. 35 AND 41. REG. 
12-28-1993. 


NET RESULTS, INC. AND DESIGN. INT. CL. 35. REG 
12-28-1993. 

SP&R. INT. CL. 35. REG. 12-28-1993. 

CINI-LITTLE. INT. CLS. 35 AND 42. REG. 12-28-1993. 


SWBYP’S COUPON SAVERS. INT. CL. 35. REG. 
12-28-1993. 


NAVAJO AND DESIGN. INT. CLS. 35 AND 42. REG. 
12-28-1993. 


INDIFAX. INT. CL. 35. REG. 12-28-1993. 
CUSTOMERQUEST. INT. CL. 35. REG. 12-28-1993. 
ALPHASTAFF. INT. CL. 35. REG. 12-28-1993. 
LEADDIRECT. INT. CL. 35. REG. 12-28-1993. 
FAIRSHARE. INT. CL. 35. REG. 12-28-1993. 


RENO RENO-SPARKS CONVENTION & VISITORS 
AUTHORITY AND DESIGN. INT. CLS. 35 AND 
39. REG. 12-28-1993. 


BRANDS ON THE GO. INT. CL. 35. REG. 12-28-1993 
C AND DESIGN. INT. CL. 35. REG. 12-28-1993. 


CARDINAL INDUSTRIES INCORPORATED AND DE- 
SIGN. INT. CL. 36. REG. 12-28-1993. 


CENTURY 21 INSURANCE AGENCY AND DESIGN. 
INT. CL. 36. REG. 12-28-1993. 


DELUXE ACCESS. INT. CL. 36. REG. 12-28-1993 


QSV QUALITY SERVICE VALUE AND DESIGN. INT. 
CLS. 36 AND 42. REG. 12-28-1993. 


EUROPEAN ADVANTAGE. INT. CL. 36. 
12-28-1993. 


BETTER BEGINNINGS. INT. CLS. 36, 41 AND 42. 
REG. 12-28-1993. 


THE MALL OF MEMPHIS. 
12-28-1993. 


FIRST CONTINENTAL LIFE AND DESIGN. INT. CL. 
36. REG. 12*28-1993. 


AC ASSETCARE AND DESIGN. INT. CL. 36. REG. 
12-28-1993. 


WINTER SERIES ACCESS CHECKS. 
REG. 12-28-1993. 


THE INSURANCE COMPANY YOU'LL NEED TO 
KNOW. INT. CL. 36. REG. 12-28-1993. 


S MC. INT. CL. 36. REG. 12-28-1993. 


LANDMARK 25 (STYLIZED). INT. CL. 36. REG. 
12-28-1993. 


CHALKBOARD AND DESIGN. 
12-28-1993. 


ACCESS TO HEALTHCARE AND DESIGN. INT. CL. 
36. REG. 12-28-1993. 


MISCELLANEOUS DESIGN. INT. CL. 
12-28-1993. 


PRUNETWORK. INT. CL. 36. REG. 12-28-1993. 
REALSAVE. INT. CL. 36. REG. 12-28-1993. 
METROCHECK. INT. CL. 36. REG. 12-28-1993. 
PARISI. INT. CLS. 37 AND 42. REG. 12-28-1993. 


REG. 


INT. CL. 36. REG. 


INT. CL. 36. 


INT. CL. 36. REG. 


36. REG. 


1,814,065. 


1,814,068. 


1,814,070. 


1,814,072. 


1,814,074. 
1,814,076. 


1,814,077. 
1,814,079. 
1,814,080. 


1,814,087. 


1,814,088. 


1,814,089. 


1,814,091. 
1,814,092. 


1,814,093. 
1,814,095. 


1,814,096. 
1,814,100. 


1,814,101. 
1,814,103. 


1,814,104. 
1,814,107. 
1,814,113. 


1,814,114. 
1,814,115. 


1,814,116. 


1,814,121. 
1,814,124. 


1,814,127. 


1,814,128. 


1,814,129. 
1,814,130. 


1,814,131. 
1,814,133. 
1,814,136. 
1,814,141. 


1,814,142. 
1,814,145. 
1,814,151. 
1,814,152. 
1,814,153. 


1,814,159. 
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CA COMPOST AMERICA AND DESIGN. INT. CLS. 
37 AND 42. REG. 12-28-1993. 


FRONTLINE FIRE AND DESIGN. INT. CL. 37. REG. 
12-28-1993. 

THE HEARING CENTER THAT KNOWS HOW TO 
LISTEN. INT. CL. 37. REG. 12-28-1993. 


MISCELLANEOUS DESIGN. INT. CL. 37. 
12-28-1993. 


WELLINGTON PREP. INT. CL. 37. REG. 12-28-1993. 


STAR * SERVICES AND DESIGN. INT. CL. 38. REG. 
12-28-1993. 


PRIMESCREEN. INT. CL. 38. REG. 12-28-1993. 
SBN SMART CARD. INT. CL. 38. REG. 12-28-1993. 


GE CAPITAL EXCHANGE (STYLIZED). INT. CL. 38. 
REG. 12-28-1993. 


YOUR HONEYMOON IS OUR BUSINESS (STYL- 
IZED). INT. CL. 39. REG. 12-28-1993. 


GUAM FREIGHT FORWARDERS AND 
CONSOLIDATORS AND DESIGN. INT. CL. 39. 
REG. 12-28-1993. 


SMART ENERGY OPTIONS. 
12-28-1993. 


PST. INT. CL. 39. REG. 12-28-1993. 


MISCELLANEOUS DESIGN. INT. CL. 39. 
12-28-1993. 


SUPER TRAVEL, INC. INT. CL. 39. REG. 12-28-1993. 


AMBER AIR INTERNATIONAL LTD.. INT. CL. 39. 
REG. 12-28-1993. 


GOLD STANDARD. INT. CL. 39. REG. 12-28-1993. 


WORLDSOURCE AND DESIGN. INT. CL. 40. REG. 
12-28-1993. 


EDIT HOUSE. INT. CL. 40. REG. 12-28-1993. 


CARDINAL INDUSTRIES INCORPORATED AND DE- 
SIGN. INT. CL. 41. REG. 12-28-1993. 


INVENTION. INT. CL. 41. REG. 12-28-1993. 
A PLACE TO PLAY. INT. CL. 41. REG. 12-28-1993. 


ENERGY LAKE KUNG-FU STUDIOS. INT. CL. 41. 
REG. 12-28-1993. 


AXIOM (STYLIZED). INT. CL. 41. REG. 12-28-1993. 


50+ PLUS FITNESS & VITALITY PROGRAM. INT. 
CL. 41. REG. 12-28-1993. 


TWIN SERVICES AND DESIGN. INT. CLS. 41 AND 
42. REG. 12-28-1993. 


THE PEDESTRIANS. INT. CL. 41. REG. 12-28-1993. 


THE 4% SOLUTION AND DESIGN. INT. CL. 41. REG. 
12-28-1993. 

M.C. FREDDIE AND THE PRE-MADONNAS. INT. CL. 
41. REG. 12-28-1993. 


NATIONAL ASSOCIATION OF ENROLLED AGENTS 
EDUCATION FOUNDATION, INC. EA AND DE- 
SIGN. INT. CL. 41. REG. 12-28-1993. 


MISCELLANEOUS DESIGN. INT. CL. 41. 
12-28-1993. 


THE DECISION PRINCIPLE TRAINING AND DESIGN. 
INT. CL. 41. REG. 12-28-1993. 


IMAGOVISION. INT. CL. 41. REG. 12-28-1993. 
RANDOM ALLIES. INT. CL. 41. REG. 12-28-1993. 
HI (STYLIZED). INT. CL. 41. REG. 12-28-1993. 


THE BITTER BROS. AND DESIGN. INT. CLS. 41 AND 
42. REG. 12-28-1993. 


Y.E.T.. INT. CL. 41. REG. 12-28-1993. 

LINGUEX. INT. CL. 41. REG. 12-28-1993. 

THE FLOATERS. INT. CL. 41. REG. 12-28-1993. 

FOWL PLAY. INT. CL. 41. REG. 12-28-1993. 

CARDINAL INDUSTRIES INCORPORATED AND DE- 
SIGN. INT. CL. 42. REG. 12-28-1993. 

CTI CURATIVE TECHNOLOGIES, INC. AND DESIGN. 
INT. CL. 42. REG. 12-28-1993. 


REG. 


INT. CL. 39. REG. 


REG. 


REG. 
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1,814,161. 


1,814,164. 


1,814,167 


1,814,171 


1,814,172. 


1,814,173. 


1,814,174 


1,814,175. 


1,814,176. 


1,814,178. 


1,814,181. 


1,814,182. 
1,814,183. 


1,814,185. 


1,814,187. 


1,814,190. 


1,814,192. 
1,814,194. 
1,814,196. 
1,814,197. 


1,814,198. 
1,814,200. 


1,814,204. 


1,814,205. 


1,814,208. 


1,814,209. 


1,814,211. 


1,814,212 
1,814,213. 


1,814,214. 
1,814,215. 


1,814,217. 
1,814,218. 


1,814,222. 
1,814,223. 
1,814,224. 


1,814,225. 


1,814,226. 


1,814,227. 


1,814,228. 


2001 


FUNCTION JUNCTION WHISTLE STOP FJ AND DE- 
SIGN. INT. CL. 42. REG. 12-28-1993. 


ASTRAL RESEARCH. INT. CL. 42. REG. 12-28-1993. 


5 CROSS B RANCH & ENTERPRISES AND DESIGN. 
INT. CL. 42. REG. 12-28-1993. 


LET’S BUILD TOGETHER. INT. CL. 42. 
12-28-1993. 


WELLNESS FACILITATION. 
12-28-1993. 
CUBIC AND DESIGN. INT. CL. 42. REG. 12-28-1993. 


LEARNING SOLUTIONS THE EDUCATIONAL 
POWER OF PUBLIC TELEVISION. INT. CL. 42. 
REG. 12-28-1993. 


GLAMOUR SHOTS (STYLIZED). INT. CL 
12-28-1993. 


THE DRUG STORE WORTH TALKING ABOUT 
CL. 42. REG. 12-28-1993. 


D-LINQ D (STYLIZED) 
12-28-1993. 


H2O0MDC AND DESIGN. 
12-28-1993. 
JURISMONITOR. INT. CL. 42. REG. 12-28-1993 


GEOENVIRONMENTAL RESOURCES (STYLIZED). 
INT. CL. 42. REG. 12-28-1993. 


STYLE TRENDS BY FIESTA. INT. CL 
12-28-1993. 


VIDEO GAME SWAPPERS AND DESIGN. 
42. REG. 12-28-1993. 


TOTAL FACT CONTROL LITIGATION MANAGE- 
MENT SYSTEM. INT. CL. 42. REG. 12-28-1993 


QUICK TRIM. INT. CL. 42. REG. 12-28-1993. 
K & K. INT. CL. 42. REG. 12-28-1993. 
NERD SHOP. INT. CL. 42. REG. 12-28-1993. 


PROTOGENIC TRAUMA RELEASE. INT. CL. 42 
12-28-1993. 


CM AND DESIGN. INT. CL. 42. REG. 12-28 


HOUSE OF HAIR (STYLIZED). INT. CL. 42. 
12-28-1993. 


JUDICIAL RESOLUTIONS INC. AND DESIGN. 
CL. 42. REG. 12-28-1993. 


GRAVER WATERWORKS. 
12-28-1993. 


LINDLE EQUIPMENT COMPANY, INC. AND DE- 
SIGN. INT. CL. 42. REG. 12-28-1993. 

RENEW AMERICA AND DESIGN. INT. CL. 42. REG. 
12-28-1993. 

MAJOR LEGAL SERVICES AND DESIGN. INT. CL. 
42. REG. 12-28-1993. 

ABC AND DESIGN. INT. CL. 42. REG. 12-28-1993. 


KEEPING FAMILIES TOGETHER. INT. CL. 42. REG 
12-28-1993. 


CAFE ISTANBUL. INT. CL. 42. REG. 12-28-1993. 


GUARDIANS OF THE GAME. INT. CL. 42. 
12-28-1993. 


HQ. INT. CL. 42. REG. 12-28-1993. 


HIGHTECH SIGNS AND DESIGN. INT. CL. 42. 
12-28-1993. 


PPV EXPRESS. INT. CL. 42. REG. 12-28-1993. 
SOFTSOUND. INT. CL. 42. REG. 12-28-1993. 
MISCELLANEOUS DESIGN. INT. CL. 42. 
12-28-1993. 
MISCELLANEOUS DESIGN. 
12-28-1993. 
MISCELLANEOUS DESIGN. 
12-28-1993. 
GEM WARS AND DESIGN. 
12-28-1993. 
MISCELLANEOUS DESIGN. INT. CL. 
12-28-1993. 


REG. 


INT. CL. 42. REG 


42. REG. 
INT. 
INT. CL. 42. REG 


INT. CL. 42. REG. 


42. REG. 


INT. CL. 


INT 


INT. CL. 42. REG. 


INT. CL. 42. 


INT. CL. 42. 


INT. CL. 42. 
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1,814,229. 


1,814,230. 


1,814,231 


1,814,232. 


1,814,233. 


1,814,234. 


1,814,235. 


1,814,236. 


1,814,237. 


1,814,238 


1,814,239. 


1,814,240. 


1,814,241. 


1,814,242. 


1,814,243. 


1,814,244. 


1,814,245. 


1,814,246. 


1,814,247. 
1,814,252. 


1,814,253 


1,814,254 


1,814,257. 
1,814,258. 


1,814,262. 
1,814,263. 


1,814,264. 
1,814,265. 
1,814,266. 


1,814,267. 
1,814,269. 
1,814,270. 
1,814,272. 
1,814,274. 
1,814,280. 


1,814,283. 


1,814,284. 


1,814,286. 


1,814,295. 
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OCTO QUAD CHESS & CHECKERS AND DESIGN. 
INT. CL. 42. REG. 12-28-1993. 


MISCELLANEOUS DESIGN. INT. CL. 42. 
12-28-1993. 


MISCELLANEOUS 
12-28-1993. 


MISCELLANEOUS 
12-28-1993. 


MISCELLANEOUS 
12-28-1993. 


MISCELLANEOUS 
12-28-1993. 


MISCELLANEOUS 
12--28-1993. 


MISCELLANEOUS 
12-28-1993. 


MISCELLANEOUS 
12-28-1993. 


MISCELLANEOUS 
12-28-1993. 

MISCELLANEOUS 
12-28-1993. 

MISCELLANEOUS 
12-28-1993. 


MISCELLANEOUS 
12-28-1993. 


MISCELLANEOUS 
12-28-1993. 


MISCELLANEOUS 
12-28-1993. 


MISCELLANEOUS 
12-28-1993. 


MISCELLANEOUS 
12-28-1993. 

MISCELLANEOUS 
12-28-1993. 

CS #1 AND DESIGN. INT. CL. 42. REG. 12-28-1993. 


BARNEY THE BEAGLE. INT. CL. 42. REG. 
12-28-1993. 


MCDINNER VALUE PACK. INT. CL. 42. 
12-28-1993. 


SIERRA OCCUPATIONAL SERVICES. INT. CL. 42. 
REG. 12-28-1993. 


ACMED. INT. CL. 42. REG. 12-28-1993. 


THE ARTIST'S PROOF. INT. CL. 42. 
12-28-1993. 


DES ACTION. INT. CL. 42. REG. 12-28-1993 


BOCA JOE’S BEACH CLUB. INT. CL 
12-28-1993. 


WATERMARK. INT. CL. 42. REG. 12-28-1993. 
ACES AND 88. INT. CL. 42. REG. 12-28-1993. 


MORE THAN JUST A TERRIFIC WOMEN’S STORE. 
INT. CL. 42. REG. 12-28-1993. 


DINERSTY. INT. CL. 42. REG. 12-28-1993. 

HRSP. INT. CL. 42. REG. 12-28-1993. 

SNO.MATIC. INT. CL. 42. REG. 12-28-1993 

RIVER. INT. CL. 42. REG. 12-28-1993. 

WE BABY CHICKENS. INT. CL. 42. REG. 12-28-1993. 


MISCELLANEOUS DESIGN. INT. CLS. 9 AND 16. 
REG. 12-28-1993. 

ONWARD AGANA BEACH HOTEL AND DESIGN. 
INT. CLS. 36, 37, 39, 41 AND 42. REG. 
12-28-1993. 

SILVERGATE. 
12-28-1993. 

TRILLIUM HEALTH PRODUCTS AND DESIGN. INT. 
CLS. 7, 9 AND 16. REG. 12-28-1993. 

JOE BOXER HOME!. INT. CLS. 21 AND 24. REG. 
12-28-1993. 


REG. 
DESIGN. INT. CL. 42 
DESIGN. CL. 42. 
DESIGN. - 
DESIGN. CL. 42. 
DESIGN. CL. 42. 
DESIGN. CL. 42. 
DESIGN. CL. 42. 
DESIGN. _, oon - 
DESIGN. CL. 42. 
DESIGN. CL. 42. 
DESIGN. CL. 


DESIGN. INT. CL. 


DESIGN. INT. CL. 


DESIGN. INT. CL. 42. 


DESIGN. INT. CL. 42. 


DESIGN. INT. CL. 42. 


REG. 


REG. 


42. REG. 


INT. CLS. 35, 36 AND 42. REG. 
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1,814,298. 
1,814,301. 


1,814,302 
1,814,304 


1,814,306. 


1,814,308. 


1,814,310. 


1,814,312 


1,814,314. 
1,814,315. 
1,814,317. 


1,814,319. 
1,814,321. 


1,814,324. 
1,814,328. 


1,814,329. 
1,814,331. 


1,814,334. 


1,814,337 


1,814,338. 
1,814,339. 


1,814,342. 
1,814,343. 
1,814,345 


1,814,347. 


1,814,351. 


1,814,352. 


1,814,353. 
1,814,355. 
1,814,357. 
1,814,359. 
1,814,361. 
1,814,363. 
1,814,366. 


1,814,367. 


1,814,368. 


1,814,369. 


1,814,370. 


1,814,371. 


1,814,372 


1,814,374. 
1,814,376. 
1,814,379. 
1,814,381. 
1,814,383. 
1,814,385. 
1,814,386. 
1,814,387. 
1,814,388. 
1,814,389. 


1,814,390. 
1,814,391. 
1,814,392. 


INTERFILM. INT. CLS. 9 AND 41. REG. 12-28-1993. 
CORASEAL. INT. CL. 1. REG. 12-28-1993. 
CAL-EZE. INT. CL. 1. REG. 12-28-1993. 


ENVIRO CARE AND DESIGN. INT. CL. 1. 
12-28-1993. 


SKOGCELL AND _ DESIGN 
12-28-1993. 


PEOPLE DEDICATED TO IMPROVING THE ENVI- 
RONMENT THRU CHEMISTRY. INT. CL. 1. REG. 
12-28-1993. 


DERMOFILM. INT. CL. 1. REG. 12-28-1993. 
POLANE IMC. INT. CL. 2. REG. 12-28-1993. 
CLEAN-PLUS. INT. CL. 3. REG. 12-28-1993. 
ENDOWIPE. INT. CL. 3. REG. 12-28-1993. 


DEJORIA HAND & BODY. INT. CL. 3. 
12-28-1993. 


NUTRIUM. INT. CL. 3. REG. 12-28-1993. 

AQUALUSH. INT. CL. 3. REG. 12-28-1993 

260. INT. CL. 4. REG. 12-28-1993. 

PDX. INT. CL. 5. REG. 12-28-1993. 

FLUOSKY. INT. CL. 5. REG. 12-28-1993. 

MISCELLANEOUS DESIGN. INT. CL. 5. 
12-28-1993. 

MORNING FLOWERS. INT. CL 


MISCELLANEOUS _ DESIGN. 
12-28-1993. 


MICROFORM. INT. CL. 7. REG. 12-28-1993. 

AFTI (STYLIZED). INT. CL. 7. REG. 12-28-1993. 
CHEFMATE. INT. CL. 7. REG. 12-28-1993 

ESCORT. INT. CL. 9. REG. 12-28-1993. 

CCC AND DESIGN. INT. CL. 9. REG. 12-28-1993. 
JH COLLECTIBLES. INT. CL. 9. REG. 12-28-1993. 


INDUSTRIAL STROBES AND DESIGN. INT. CL. 9. 
REG. 12-28-1993. 


TARGETWORKS (STYLIZED). 
12-28-1993. 
ALOT (STYLIZED). INT. CL. 9. REG. 12-28-1993. 
FRIENDS SERV. INT. CL. 9. REG. 12-28-1993. 
PTV Il. INT. CL. 9. REG. 12-28-1993. 
PROCESS/1. INT. CL. 9. REG. 12-28-1993. 
OPTIBYTE. INT. CL. 9. REG. 12-28-1993. 
HELLO. INT. CL. 9. REG. 12-28-1993. 
STRAIGHTCUT. INT. CL. 9. REG. 12-28-1993. 
PAGINE. INT. CL. 9. REG. 12-28-1993. 


NOVA BACK NOVAWARE AND DESIGN. INT. CL. 
9. REG. 12-28-1993. 


PAPER WARE AND DESIGN. 
12-28-1993. 


SPIRIT OF DISCOVERY. 
12-28-1993. 


SMARTWAYS. INT. CL. 9. REG. 12-28-1993. 
VISUALPRO. INT. CL. 9. REG. 12-28-1993. 
P.C. LOGIC. INT. CL. 9. REG. 12-28-1993. 
FAMITS. INT. CL. 9. REG. 12-28-1993. 
GSRR AND DESIGN. INT. CL. 9. REG. 
FCOM. INT. CL. 9. REG. 12-28-1993. 
SLM2 (STYLIZED). INT. CL. 9. REG. 12-28-1993. 
ECOCRUISE. INT. CL. 9. REG. 12-28-1993. 

HERE AND NOW'. INT. CL. 9. REG. i2-28-1993. 
CAPTIVA. INT. CL. 9. REG. 12-28-1993. 

MUSIC TO GROW ON. INT. CL. 9. REG. 12-28-1993. 


POLAROID AND DESIGN. INT. CL. 9. REG. 
12-28-1993 


J.. INT. CL. 9. REG. 12-28-1993. 
TRICODUR. INT. CL. 10. REG. 12-28-1993. 
PNEUMO-WEDGE. INT. CL. 10. REG. 12-28-1993. 


REG. 


aT. ch. |. BG 


REG 


REG 


5. REG. 12-28-1993. 
INT. CL. 6. REG. 


INT. CL. 9. REG. 


INT. CL. 9. REG. 


INT. CL. 9. RBG. 


12-28-1993. 
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1,814,409. 


1,814,411. 


1,814,413. 
1,814,416. 


1,814,417. 
1,814,418. 


1,814,419. 


1,814,424. 


1,814,428. 


1,814,429. 


1,814,430. 


1,814,431. 


1,814,432. 


1,814,433. 
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1,814,459 


1,814,464. 
1,814,466. 
1,814,469. 


1,814,474. 
1,814,475. 
1,814,476. 
1,814,477. 
1,814,479. 
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DYOSITE. INT. CL. 10. REG. 12-28-1993. 

CHERUBS BASICS. INT. CL. 10. REG. 12-28-1993. 
CARDIOPUMP. INT. CL. 10. REG. 12-28-1993. 
ACCU-POINT. INT. CL. 10. REG. 12-28-1993. 


FRY D°LITE AND DESIGN. INT. CL. 11. 
12-28-1993 


AMERICAN PLUMBER. 
12-28-1993. 


UNIFLUX. INT. CL. 11. REG. 12-28-1993 


PLATINUM 10M (STYLIZED). INT. CL. 11 
12-28-1993. 


LITE HOUSE AND DESIGN. 
12-28-1993. 
ROBOROOF. INT. CL. 12. REG. 12-28-1993. 


SMART LOAD-AIR KIT. INT. CL. 12. 
12-28-1993. 


IGRB. INT. CL. 14. REG. 12-28-1993. 
JAN DORCHE’ (STYLIZED). INT. CL. 14. 
12-28-1993. 


GALBANI JEWELRY EXCEPTIONALE ROME NEW 
YORK PARIS MILAN AND DESIGN. INT. CL. 14. 
REG. 12-28-1993. 


ROLL-AIR-PAC. INT. CL. 16. REG. 12-28-1993. 


KRAFT GENERAL FOODS THE WORLD'S FAVOR- 
ITE FOODS KGF ENVIRONMENTAL INSTITUTE 
AND DESIGN. INT. CL. 16. REG. 12-28-1993. 


V.LP. OFFICE VERY INDIVIDUAL PAPERS AND DE- 
SIGN. INT. CL. 16. REG. 12-28-1993. 


ENVIRONMENTAL FRIENDLY AND DESIGN. 
CL. 16. REG. 12-28-1993. 


THE BACKWAITER AND DESIGN. INT. CL. 16. 
12-28-1993. 


ALL EXCUSES (STYLIZED). 
12-28-1993. 


POCKET COUNSELOR. 
12-28-1993. 


CHEM-A-LOT (STYLIZED). 
12-28-1993. 


FRIENDSHIP’S TREASURES. INT. CL. 16. 
12-28-1993. 


THE POWER SOURCE. INT. CL. 16. REG. 12-28-1993. 
SNAP-IT. INT. CL. 17. REG. 12-28-1993. 

JH COLLECTIBLES. INT. CL. 18. REG. 12-28-1993. 
JH AND DESIGN. INT. CL. 18. REG. 12-28-1993. 
NATORI. INT. CL. 18. REG. 12-28-1993. 

DAD BAG. INT. CL. 18. REG. 12-28-1993. 

CERAMIC ONE. INT. CL. 19. REG. 12-28-1993. 
CEDARLOK. INT. CL. 19. REG. 12-28-1993. 
DARLING DUOS. INT. CL. 19. REG. 12-28-1993. 
WRIST SAVER. INT. CL. 20. REG. 12-28-1993. 


BEAUTYREST CLASSIC. INT. CL. 20. 
12-28-1993. 


HOME OFFICE. INT. CL. 20. REG. 12-28-1993. 
HOMESCAPES. INT. CL. 20. REG. 12-28-1993. 
TOWEL MATE. INT. CL. 21. REG. 12-28-1993. 


CRESCENDO FRANCE AND DESIGN. INT. CL. 21. 
REG. 12-28-1993. 


HOMESCAPES. INT. CL. 24. REG. 12-28-1993. 
TRAVELSILKS. INT. CL. 25. REG. 12-28-1993. 
URBAN COWBOY. INT. CL. 25. REG. 12-28-1993. 


ST. LOUIS AND DESIGN. INT. CL. 25. REG. 
12-28-1993. 


PICKET FENCE. INT. CL. 27. REG. 12-28-1993. 
ZOOM OFF. INT. CL. 28. REG. 12-28-1993. 

FENDER. INT. CL. 28. REG. 12-28-1993. 

FRED'S FROG. INT. CL. 28. REG. 12-28-1993. 
BABY’S ALL BETTER. INT. CL. 28. REG. 12-28-1993. 


INT. CL. 11 


INT. CL. 12. 


REG. 


INT. 
REG. 
INT. CL. 16. REG. 


INT. CL. 16. REG. 


INT. CL. 16. REG. 


REG. 
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1,814,556. 
1,814,558. 
1,814,560. 
1,814,561. 
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EUROSPORT. INT. CL. 28. REG. 12-28-1993. 
CROSSTEK. INT. CL. 28. REG. 12-28-1993. 
FLAT STERS. INT. CL. 28. REG. 12-28-1993. 


MOSQUITO RANCH GOLF AND DESIGN. INT. CL. 
28. REG. 12-28-1993. 


PRIZE WINNING PUPS. 
12-28-1993. 


TONI. INT. CL. 28. REG. 12-28-1993. 
FX-4. INT. CL. 28. REG. 12-28-1993. 


THUNDER RIDER (STYLIZED). INT. CL. 28. REG. 
12-28-1993. 


SUPER SONIC. INT. CL. 28. REG. 12-28-1993. 

BUNNY BALL. INT. CL. 28. REG. 12-28-1993. 

BAND ANIMALS. INT. CL. 28. REG. 12-28-1993 

FLY BALL. INT. CL. 28. REG. 12-28-1993. 

KFS. INT. CL. 29. REG. 12-28-1993. 

ENERLIN AND DESIGN. INT. CL. 29. 
12-28-1993. 

RAGU’ FINO ITALIAN. INT. CL. 30. REG. 12-28-1993. 


HATTING BAGERI AND DESIGN. INT. CL. 30. REG. 
12-28-1993. 


HUNGER CRUNCHERS. 
12-28-1993. 


HARVEST SPICE. INT. CL. 30. REG. 12-28-1993. 
“TCBY”’ PLUS. INT. CL. 30. REG. 12-28-1993. 


COUNTRY INN RECIPES. INT. CL. 30. REG. 
12-28-1993. 


TIM. INT. CL. 31. REG. 12-28-1993. 


THE DYNAMITE TASTE IN THE RECYCLABLE 
CAN!. INT. CL. 32. REG. 12-28-1993. 


FORTUNATELY EVERY DAY COMES WITH AN 
EVENING. INT. CL. 33. REG. 12-28-1993. 


PIZZA DAY. INT. CL. 36. REG. 12-28-1993 


MISCELLANEOUS DESIGN. INT. CL. 36. 
12-28-1993. 


ORDER. INT. CL. 36. REG. 12-28-1993 


MCI INFORMATION ADVANTAGE. 
REG. 12-28-1993. 


ENDEAVOUR. INT. CL. 39. REG. 12-28-1993 
ENVIROQ. INT. CL. 40. REG. 12-28-1993. 
PREVENTIVE TEACHING. INT. CL. 41. 
12-28-1993. 

TEAM EARTH. INT. CL. 41. REG. 12-28-1993 
QUARTEX. INT. CL. 42. REG. 12-28-1993. 
LIFEFLEET. INT. CL. 42. REG. 12-28-1993 
JH COLLECTIBLES. INT. CL. 42. REG. 
DELSTAR. INT. CL. 42. REG. 12-28-1993. 


MISCELLANEOUS DESIGN. INT. CL. 42. 
12-28-1993. 


VAN DYNE CROTTY DIRECT SINCE 1935 AND DE- 
SIGN. INT. CL. 42. REG. 12-28-1993. 

SERVICE SO GOOD. INT. CL. 42. REG. 12-28-1993. 

MOTORCOACH PLUS. INT. CL. 42. REG. 12-28-1993 

METHANE DE-TOX. INT. CL. 42. REG. 12-28-1993. 


UNIQUELY KIDS (STYLIZED). INT. CL. 42. REG. 
12-28-1993. 


EARTH AVENUE. INT. CL. 42. REG. 12-28-1993. 


GENERIC HUMAN STUDIES. INT. CL. 42. 
12-28-1993. 


P.B. PAGES. INT. CL. 42. REG. 12-28-1993. 


MISCELLANEOUS DESIGN. INT. CL. 42. 
12-28-1993. 


UCC AND DESIGN. INT. CL. 42. REG. 12-28-1993 
HUNGRY HEIFER. INT. CL. 42. REG. 12-28-1993. 
CHASERS. INT. CL. 42. REG. 12-28-1993. 

TRILIFE. INT. CL. 42. REG. 12-28-1993. 


INT. CL. 28. REG. 


REG. 


INT. CL. 30. REG. 


REG. 


INT. CL. 38 


REG 


12-28-1993. 


REG. 


REG. 


REG. 


U.S. PATENT AND TRADEMARK OFFICE 


1,814,564. 


1,814,565. 
1,814,566. 


1,814,570. 


1,814,571. 


1,814,574. 
1,814,575. 
1,814,576. 
1,814,577. 
1,814,580. 


1,814,581. 


1,814,584. 


1,814,585. 
1,814,586. 


1,814,587. 


1,814,588. 


1,814,589. 


1,814,592 


1,814,593. 


1,814,594. 


1,814,595. 
1,814,596. 


1,814,602. 
1,814,603. 


1,814,608 


1,814,609. 
1,815,238. 


1,816,327. 
1,819,448. 


1,830,151 


1,853,476. 
1,855,010. 


1,855,997 


1,882,161. 


1,883,614. 


528,732. 
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JP FOODSERVICE, INC. BECAUSE SERVICE MAKES 
A DIFFERENCE. (STYLIZED). INT. CL. 42. REG. 
12-28-1993. 


THE PASTA POT. INT. CL. 42. REG. 12-28-1993. 


ROCKY MOUNTAIN COMPUTER CONFERENCE & 
EXPOSITION. INT. CLS. 35 AND 41. REG. 
12-28-1993. 


PLANTARPATCH. INT. CL. 5. REG. 12-28-1993. 


FIBER REGULARITY IN A TABLET. INT. CL. 5. REG. 
12-28-1993. 


MOLECULAR IMAGER. INT. CL. 9. REG. 12-28-1993. 
MESSAGES. INT. CL. 9. REG. 12-28-1993. 

3D PLAN. INT. CL. 9. REG. 12-28-1993. 

ADAMS (STYLIZED). INT. CL. 9. REG. 12-28-1993. 


*‘ULTRA-RADIANT” (STYLIZED). INT. CL. 14. REG. 
12-28-1993. 


THE MOTHER GOOSE BABY COLLECTION. INT. CL. 
16. REG. 12-28-1993. 


PRIVATE POWER EXECUTIVE. INT. CL. 
12-28-1993. 


MAGNET ART. INT. CL. 16. REG. 12-28-1993. 


OBG MANAGEMENT FOR RESIDENTS. INT. CL. 16 
REG. 12-28-1993. 


DESIGNER’S CHOICE FABRICS. INT. CL. 
12-28-1993. 


TRACK & TRAVEL (STYLIZED). INT. CL. 16. REG. 
12-28-1993. 


NEEDLE ART. INT. CL. 16. REG. 12-28-1993. 


J. BENJAMIN (STYLIZED). INT. CL. 25. 
12-28-1993. 


THE ORIGINAL ALABAMA CHRISTMAS ORNA- 
MENT. INT. CL. 28. REG. 12-28-1993. 


CHEESE MELT (STYLIZED). INT. CL. 29. REG. 
12-28-1993. 


BAHAMA’S FINEST. INT. CL. 31. REG. 12-28-1993. 


TOTAL PLANT DEACTIVATION. INT. CL. 35. REG. 
12-28-1993. 


EASY 96.1. INT. CL. 41. REG. 12-28-1993. 


OHIO RENAISSANCE FESTIVAL. INT. CL. 41. REG. 
12-28-1993. 


AUDITORY TRAINING INSTITUTE 
REG. 12-28-1993. 


SIRA. INT. CL. 42. REG. 12-28-1993. 


ART MART AND DESIGN. INT. CL. 42. 
1-4-1994. 


METAPHOR. INT. CL. 1. REG. 1-11-1994 
ASTRO-TRACE. INT. CL. 10. REG. 2-1-1994. 


KSI AND DESIGN. INT. CLS. 7, 9 AND 37 ONLY. 
REG. 4-12-1994 

W AND DESIGN. INT. CL. 9 ONLY. REG. 9-13-1994. 

FANTASY BASKETBALL. INT. CL. 16 ONLY. REG 
9-20-1994. 

SILVERSEA EXPERIENCE. INT. CL. 41 ONLY. REG. 
9-27-1994. 


MISCELLANEOUS DESIGN. INT. CL. 16 ONLY. REG 
3-7-1995. 


ECO PURE. INT. CL. 22 ONLY. REG. 3-14-1995 


16. REG. 


16. REG. 


REG 


INT. CL. 42 


REG 


SECTION 18 


BEDTIME STORY FASHIONS AND DESIGN. U.S. CL. 
39. REG. 8-8-1950. 
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697.635. OLYMPIC. U.S. CL. 3. REG. 5-17-1960 1,812,065. MUST HAVES DORIS POOSER AND DESIGN. INT. 
727,571. FASTREAT. U.S. CL. 51. REG. 2-13-1962 AA. RES Te CS-SE OES. 

1,833,671. EASY TAX. INT. CL. 9. REG. 5-3-1994. 

1,920,659. H AND DESIGN. INT. CL. 3. REG. 9-19-1995 
1,994,556. SOURCEWORKS. INT. CL. 9. REG. 8-20-1996. 


1,997,770. NEWMAN’S SARATOGA BRAND. INT. CL. 32. REG 
9-3-1996 
1,306,056. K-STUDIO. INT. CL. 25. REG. 11-20-1984. 2,347,759. THE AMERICAN CLUB. INT. CL. 41. REG. 5-2-2000. 


1,149,371. ENERGY BUSINESS. INT. CL. 16. REG. 3-24-1981 


1,205,773. ATMOSPHERES AND DESIGN. INT. CL. 42. REG. 
8-17-1982. 


1.276.234. SHOW OFFS. INT. CL. 25. REG. 5-1-1984 


ra 





TRADEMARK REGISTRATIONS AMENDED, 
CORRECTED, ETC. 


The designation **U.S. Cl.’” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than 
the international class which applies to applications filed on or after that date. For adoption of international classification see 
notice in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 

Any change to the registration will be indicated at the bottom of each entry under ELEMENTS AMENDED, 
CORRECTED OR RESTRICTED. With the exception of changes to the goods and services, additions to the registration will 
appear in asterisks and deletions of the registration will appear in brackets. Elements which are only changed will be listed 
with no punctuation. As to the goods/services statement, amendments to the goods/services will appear in asterisks and 
deletions will appear in brackets. In addition if any change to the goods/services occurs, the element ‘*Goods/Services’’ will be 
listed under ELEMENTS AMENDED, CORRECTED OR RESTRICTED. 


634,326. REG. 9-11-1956. ROBERT BOSCH GMBH (FED REP 
GERMANY CORPORATION), ROBERT-BOSCH-PLATZ 1, 
70839 GERLINGEN, FED REP GERMANY, SN 71-699,613 
FILED 12-8-1955. PRINCIPAL REGISTER. 


OWNER OF FED REP GERMANY REG. NO. 636389, DATED 
4-2-1953. 

OWNER OF FED REP GERMANY REG. NO. 544602, DATED 
4-23-1942. 

OWNER OF FED REP GERMANY REG. NO. 231561, DATED 
5-S-1919. 
INT. CLS. 7, 9, 11 AND 17/U.S. CL. 21 

FOR ELECTRIC MOTORS AND THEIR PARTS; MAGNETO- 
ELECTRIC AND BATTERY IGNITION SYSTEMS FOR INTER- 
NAL COMBUSTION ENGINES, COMPRISING MAGNETOS, IG- 
NITION DISTRIBUTORS, IGNITION COILS, CONTACT BREAK- 
ERS, SPARK PLUGS, GLOW PLUGS; ELECTRIC LIGHTING 
SETS FOR MOTOR VEHICLES AND FOR BICYCLES, ELECTRIC 
CURRENT GENERATORS, REGULATORS, CUT-OUT SWITCH- 
ES, ELECTRIC HEADLIGHTS, ELECTRIC LIGHTING SIGNALS, 
BLINKERS, DIRECTION INDICATORS, ELECTRIC STOP SIGNS, 
ELECTRIC STARTING SYSTEMS FOR INTERNAL COMBUS- 
TION ENGINES, ELECTRIC STORAGE BATTERIES, COILS, CA- 
PACITORS, SWITCHES, SWITCH BOXES, FUSE BOXES, ELEC- 
TRICAL INSULATORS, INTERFERENCE SUPPRESSION APPA- 
RATUS, INTERFERENCE SUPPEESSION PARTS, ELECTRIC 
HORNS; ELECTRIC TOOLS AND PORTABLE AND MOVABLE 
ELECTRIC MACHINE TOOLS, COMPRISING HAND MACHINE 
TOOLS AND THEIR PARTS, MULTIPURPOSE HAND MOTORS, 
PORTABLE ELECTRIC TOOLS—NAMELY, DRILLING MA- 
CHINES, DRILLING AND REAMING MACHINES. GRINDERS, 
NUT RUNNERS, TAPPERS, SHEET METAL SHEARS, MILLING 
MACHINES, POLISHERS FOR WET AND DRY POLISHING, 
ROLLPICKERS FOR CLEANING OF SPINNING MACHINES, 
DRILL HAMMERS, DRILLING BLOWERS, PERCUSSION HAM- 
MERS, PLUMBER'S AND ELECTRICIAN’S POWER HAMMERS, 
TOOLS, SUCH AS DRILLS, MILLING CUTTER FILES, WOOD- 
WORKING TOOLS (RASPS), COUNTER-SINKING TOOLS, FIL- 
ING DISCS, POLISHING CUPS AND DISCS, BRUSHES, GRIND- 
ING DISCS, SHAPERS; SUPPORTS FOR ELECTRIC HAND MO- 
TORS: BUILDER’S POWER HAMMERS; MAGNETIC TOOLS— 


NAMELY, MAGNETIC CHUCKS FOR WORKPIECES AND 
TOOLS, MAGNETIC BASES FOR TOOLS AND MEASURING IN- 
STRUMENTS; ELECTRIC MACHINES FOR DOMESTIC USE FOR 
PREPARING FOOD, AND ACCESSORIES COMPRISING KNEAD- 
ERS, MIXERS, LIQUIDIZERS, SLICERS, SHREDDERS, POMMES- 
FRITES (POTATO CHIP) DISCS, POTATO PEELERS, CITRUS 
PRESSES, MEAT MINCERS, JUICE EXTRACTING ATTACH- 
MENTS, GRATING ATTACHMENTS, NOODLE MAKING AT- 
TACHMENTS, FRITTER MAKING ATTACHMENTS, SAUSAGE 
STUFFERS; REFRIGERATOR CONTROLS, AND PARTS OF ALL 
OF THE SAID GOODS. 


ELEMENTS AMENDED 
OWNER NAME 


1,130,646. REG. 2-12-1980. CONOPCO, INC. (NEW YORK COR- 
PORATION), 390 PARK AVENUE, NEW YORK, NY, 10022, 
BY ASSIGNMENT, BY ASSIGNMENT, BY ASSIGNMENT 
EVYAN PERFUMES, INC. (NEW YORK CORPORATION), 
NEW YORK, NY, SN 73-181,733. FILED 8-10-1978. PRIN- 
CIPAL REGISTER 

















OWNER OF U.S. REG. NOS. 402,138, 444,506 AND 1,015,607 

APPLICANT HEREBY DISCLAIMS THE EXCLUSIVERIGHT 
TO THE USE OF THE BOTTLE DESIGN APART FROM THE 
MARK AS A WHOLE 
INT. CL. 3/U.S. CL. 51 

FOR PERFUMES AND COLOGNES. 

FIRST USE 3-5-1975; IN COMMERCE 3-5-1975. 


ELEMENTS AMENDED 
MARK 
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1,136,406. REG. 5-27-1980. WELLS FARGO & COMPANY (CALI- 
FORNIA CORPORATION), 420 MONTGOMERY ST.. SAN 
FRANCISCO, CA, 94104, SN 73-059,030. FILED 7-28-1975. 
PRINCIPAL REGISTER. 


1,582,943. REG. 2-13-1990. TOWNELEY CAPITAL MANAGE- 
MENT, INC. (DELAWARE CORPORATION), 144 EAST 30TH 
STREET, NEW YORK, NY, 10016, SN 73-809,824. FILED 
6-29-1989. PRINCIPAL REGISTER. 


ECLIPSE 


WELLS FARGO REWARDS 


INT. CL. 36/U.S. CL. 102 
FOR MUTUAL FUND SERVICES. 


OWNER OF U.S. REG. NOS. 779,187, 970,415 AND OTHERS. FIRST USE 5-1-1989; IN COMMERCE 5-1-1989. 


INT. CL. 36/U.S. CL. 102 
FOR BANKING SERVICES ELEMENTS AMENDED 
FIRST USE 6-30-1975; IN COMMERCE 6-30-1975. *MARK* 


ELEMENTS AMENDED 
MARK 


1,806,127. REG. 11-23-1993. NEWSPACE, INC. (MISSOURI COR- 
PORATION), 1960 INNERBELT BUSINESS CENTER DRIVE, 
ST. LOUIS, MO, 63114, SN 74-253,670. FILED 3-9-1992. PRIN- 
CIPAL REGISTER. 


1,317,692. REG. 2-5-1985. THE AMERICAN HISTORICAL FOUN- 
DATION, LTD (VIRGINIA CORPORATION), BOX 6454, RICH- 


MOND, VA, 23230, SN 73-446,467. FILED 10-3-1983. PRIN- 
CIPAL REGISTER. 


NEWSPACE 


INT. CL. 20/U.S. CLS. 2, 32 AND 50 
FOR OFFICE FURNISHINGS; NAMELY, CABINETS, 
SHELVES, DESKS, WORK STATIONS, RECEPTION AREAS, 
STORAGE FACILITIES, CONFERENCE ROOM TABLES AND 
INT. CL. 8/U.S. CL. 23 CREDENZAS, ENTERTAINMENT CENTERS, PRODUCT DIS- 
FOR MILITARY, HUNTING AND COMMEMORATIVE PLAY CABINETRY, COMPUTER STATIONS, AND FILE CABI- 
KNIVES. 


NETS. 
FIRST USE 2-0-1944; IN COMMERCE 2-0-1944. FIRST USE 5-1-1988; IN COMMERCE 5-1-1988. 


ELEMENTS CORRECTED ELEMENTS AMENDED 
ASSIGNMENT/NAME CHANGE MARK 





FEB 20, 2001 


1,842,287. REG. 6-28-1994. SONY CORPORATION (JAPAN COR- 
PORATION), 7-35 KITASHINAGAWA, 6-CHOME 
SHINAGAWA-KU, TOKYO, JAPAN, SN 74-255,854. FILED 
3-16-1992. PRINCIPAL REGISTER. 


RMO-S 


INT. CL. 9/U.S. CLS. 26 AND 38 

FOR MAGNETO-OPTICAL DISC RECORDERS AND/OR PLAY- 
ERS, BLANK MAGNETO-OPTICAL DISCS, PRE-RECORDED 
MAGNETO-OPTICAL DISCS USED FOR BACKING-UP COM- 
PUTER MEMORY APPARATUS. 

FIRST USE 5-1-1992; IN COMMERCE 5-1-1992. 


ELEMENTS AMENDED 
MARK 


1,865,515. REG. 12-6-1994. PERLIER S.P.A (ITALY JOINT 
STOCK COMPANY), CORSO MONFORTE 36, 20122 MILANO, 
ITALY, SN 74-288,489. FILED 6-26-1992. PRINCIPAL REG- 
ISTER. 


WHITE ALMOND 


PRIORITY CLAIMED UNDER SEC. 44(D) ON ITALY APPLI- 
CATION NO. 001151, FILED 6-1-1992, REG. NO. 00578402, 
DATED €-1-1992. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**ALMONDS”’, APART FROM THE MARK AS SHOWN. 

INT. CL. 3/U.S. CLS. 51 AND 52 

FOR COSMETIC PRODUCTS; NAMELY, CLEANSING MILK, 
BODY CREAMS, BODY LOTIONS, FACE NOURISHING 
CREAMS, COSMETIC SOAPS, BATH FOAMS AND SHAMPOOS, 
ALL INCLUDING ALMOND MILK. 


ELEMENTS AMENDED 
MARK 


1,893,850. REG. 5-9-1995. NATIONAL BOARD FOR PROFES- 
SIONAL TEACHING STANDARDS, INC. (DELAWARE NON- 
PROFIT CORPORATION) 2655 EVERGREEN ROAD, SUITE 
400, SOUTHFIELD, MI, 48076, SN 74-422,021. FILED P.R. 
8-9-1993; AM. S.R. 12-6-1994. SUPPLEMENTAL REGISTER. 


NATIONAL BOARD 
CERTIFICATION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“BOARD CERTIFICATION’, APART FROM THE MARK AS 
SHOWN. 

INT. CL. 42/U.S. CLS. 100 AND 101 

FOR ASSOCIATION SERVICES, NAMELY PROMOTING THE 
INTERESTS OF TEACHERS THROUGH THE ESTABLISHMENT 
OF STANDARDS FOR CERTIFICATION AND ASSESSMENT 
AND THE TESTING OF TEACHING SERVICES. 

FIRST USE 1-0-1990; IN COMMERCE 1-0-1990. 


ELEMENTS CORRECTED 
OWNER NAME 


194-362 TMOG - 01 - 45 : QL3 


U.S. PATENT AND TRADEMARK OFFICE 


T™ 431 


1,918,806. REG. 9-12-1995. NEST ENTERTAINMENT INCOR- 
PORATED (DELAWARE CORPORATION), 6100 COLWELL 
BOULEVARD, IRVING, TX, 75039, SN 74-314,354. FILED 
9-16-1992. PRINCIPAL REGISTER. 


NEST ENTERTAINMENT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*‘ENTERTAINMENT™’, APART FROM THE MARK AS SHOWN. 
INT. CL. 16/U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50 

FOR BOOKS AND BOOKLETS FEATURING FAMILY, RELI- 
GIOUS, AND EDUCATIONAL TOPICS. 

FIRST USE 1-1-1995; IN COMMERCE 1-1-1995. 


ELEMENTS CORRECTED 
CITIZENSHIP 


1,920,746. REG. 9-19-1995. FRANK RUSSELL COMPANY 
(WASHINGTON CORPORATION), 909 A. STREET, TACOMA, 
WA, 98401, SN 74-415,662. FILED 7-22-1993. PRINCIPAL 
REGISTER. 


RUSSELL TRUST 
UNIVERSES 


OWNER OF U.S. REG. NOS. 1,576,348, 1,599,854 AND OTH- 
ERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“TRUST UNIVERSE”, APART FROM THE MARK AS SHOWN. 
INT. CL. 9/U.S. CLS. 21, 23, 26, 36 AND 38 

FOR INFORMATION STORED IN/ON PRE-RECORDED MA- 
CHINE-READABLE MEDIA, EACH IN THE FIELD OF FINAN- 
CIAL INFORMATION RELATING TO THE PERFORMANCE RE- 
SULTS OF FINANCIAL ASSETS HELD IN CUSTODY OR 
TRUST. 

FIRST USE 8-13-1993; IN COMMERCE 8-13-1993. 


ELEMENTS CORRECTED 
MARK 
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2,030,223. REG. 1-14-1997. ENVIROWORKS, INC. (DELAWARE 
CORPORATION), 3000 WEST ORANGE AVENUE, APOPKA, 
FL, 32703, SN 75-060,241. FILED 2-20-1996. PRINCIPAL REG- 
ISTER. 














NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
““SHADE”’, APART FROM THE MARK AS SHOWN. 

THE MARK SOUGHT TO BE REGISTERED COMPRISES THE 
WORDS “INSTA SHADE” SEPARATED BY A DISTINCTIVE 
DESIGN OF A PORTABLE TENT STRUCTURE WITHIN A 
SQUARE, WITH THE LETTER “I’’ IN “INSTA” DEPICTED 
WITH A FANCIFUL VERTICAL ARROW. 

INT. CL. 22/U.S. CLS. 1, 2, 7, 19, 22, 42 AND 50 

FOR PORTABLE FABRIC TENTS. 

FIRST USE 9-0-1995; IN COMMERCE 12-0-1995. 


ELEMENTS CORRECTED 
ENTITY 


OFFICIAL GAZETTE 


FEB 20, 2001 


2,077,362. REG. 7-8-1997. ESPO ENGINEERING CORPORATION 
(ILLINOIS CORPORATION), 855 MIDWAY _ DRIVE, 
WILLOWBROOK, IL, 60521, SN 75-119,395. FILED 6-14-1996. 
PRINCIPAL REGISTER 


INT. CL. 35/U.S. CLS. 100, 101 AND 102 

FOR PERSONAL PLACEMENT SERVICES, NAMELY, RE- 
CRUITING, INTERVIEWING, SELECTION AND PLACEMENT OF 
QUALIFIED TECHNICAL AND PROFESSIONAL EMPLOYEES 
AND RELATED SUPPORT STAFF FOR TEMPORARY AND PER- 
MANENT PLACEMENT; PERSONNEL ANALYSIS AND CON- 
SULTATION FOR OTHERS . 

FIRST USE 0-0-1965; IN COMMERCE 0-0-1969. 
INT. CL. 40/U.S. CLS. 100, 103 AND 106 

FOR ELECTRONIC IMAGING, SCANNING, DIGITALIZATION, 
PLOTTING, ALTERATION AND/OR RETOUCHING OF BLUE- 
PRINTS AND TECHNICAL DOCUMENTS, DATA AND DRAW- 
INGS; ELECTRONIC DATA TRANSFER, SCANNING AND 
PHYSICAL CONVERSION SERVICES FROM ONE MEDIA TO 
ANOTHER. 

FIRST USE 0-0-1965; IN COMMERCE 0-0-1969. 
INT. CL. 42/U.S. CLS. 100 AND 101 

FOR TECHNICAL AND CAD (COMPUTER AIDED DESIGN) 
TESTING OF APPLICANTS FOR OTHERS; LEASING OF TECH- 
NICAL EQUIPMENT TO OTHERS, NAMELY, LEASING OF [ 
PENTIUM | * 586 * CAD WORKSTATIONS, CAD AND SCAN- 
NING SOFTWARE, PLOTTERS, MODEMS, AND SCANNERS, 
AND CONSULTING IN CONNECTION THEREWITH; CON- 
SULTATION IN REGARD TO COMPUTER INFORMATION SYS- 
TEMS. 

FIRST USE 0-0-1965; IN COMMERCE 0-0-1969. 


ELEMENTS CORRECTED 
GOODS/SERVICES 





FEB 20, 2001 


2,099,038. REG. 9-23-1997. 


PRINCIPAL REGISTER. 


THE MARK CONSISTS OF THE STYLIZED LETTER “‘EE”’. 
INT. CL. 35/U.S. CLS. 100, 101 AND 102 

FOR PERSONNEL PLACEMENT SERVICES, NAMELY, RE- 
CRUITING, INTERVIEWING, SELECTION AND PLACEMENT OF 
QUALIFIED TECHNICAL AND PROFESSIONAL EMPLOYEES 
AND RELATED SUPPORT STAFF FOR TEMPORARY AND PER- 
MANENT PLACEMENT; PERSONNEL ANALYSIS AND CON- 
SULTATION FOR OTHERS. 

FIRST USE 0-0-1965; IN COMMERCE 0-0-1969. 
INT. CL. 40/U.S. CLS. 100, 103 AND 106 

FOR ELECTRONIC IMAGING, SCANNING, DIGITALIZATION, 
PLOTTING, ALTERATION AND/OR RETOUCHING OF BLUE- 
PRINTS AND TECHNICAL DOCUMENTS, DATA AND DRAW- 
INGS; ELECTRONIC DATA TRANSFER, SCANNING AND 
PHYSICAL CONVERSION SERVICES FROM ONE MEDIA TO 
ANOTHER. 

FIRST USE 0-0-1965; IN COMMERCE 0-0-1969. 
INT. CL. 42/U.S. CLS. 100 AND 101 

FOR TECHNICAL AND CAD (COMPUTER AIDED DESIGN) 
TESTING OF APPLICANTS FOR OTHERS; LEASING OF TECH- 
NICAL EQUIPMENT TO OTHERS, NAMELY, LEASING OF [ 
PENTIUM | * 586 * CAD WORKSTATIONS, CAD SOFTWARE, 
PLOTTERS, MODEMS, AND SCANNERS, AND CONSULTING 
IN CONNECTION THEREWITH; CONSULTATION IN REGARD 
TO COMPUTER INFORMATION SYSTEMS. 

FIRST USE 0-0-1965; IN COMMERCE 0-0-1969. 


ELEMENTS CORRECTED 
GOODS/SERVICES 


U.S. PATENT AND TRADEMARK OFFICE 


ESPO ENGINEERING CORPORA- 
TION (ILLINOIS CORPORATION), 855 MIDWAY DRIVE, 
WILLOWBROOK, IL, 60521, SN 75-119,086. FILED 6-14-1996. 


TM 433 


2,103,337. REG. 10-7-1997. GEOFFREY, INC. (DELAWARE COR- 
PORATION), 2002 WEST 14TH STREET, WILMINGTON, DE, 
19806, SN 75-178,786. FILED 10-8-1996. PRINCIPAL REG- 
ISTER. 


>= 
BABIES H'US 


OWNER OF U.S. REG. NOS. 902,125, 1,270,000 AND OTHERS. 
INT. CL. 35/U.S. CLS. 100, 101 AND 102 

FOR RETAIL DEPARTMENT STORE SERVICES. 

FIRST USE 4-26-1996; IN COMMERCE 4-26-1996. 


ELEMENTS AMENDED 
MARK 


2,151,995. REG. 4-21-1998. MALLINCKRODT BAKER, INC. 
(NEW JERSEY CORPORATION), 675 MCDONNELL BLVD., 
P.O. BOX 5840, ST. LOUIS, MO, 63134, SN 75-208,658. FILED 
12-5S—1996. PRINCIPAL REGISTER. 


SPEEDISK 


INT. CL. 9/U.S. CLS. 21, 23, 26, 36 AND 38 

FOR SCIENTIFIC LABORATORY APPARATUS, NAMELY, 
SOLID PHASE EXTRACTION DEVICES USING 
CHROMATOGRAPHIC SORBENTS FOR EXTRACTION OF 
CHEMICALS FROM SOLVENTS. 

FIRST USE 9-11-1996; IN COMMERCE 9-11-1996. 


ELEMENTS CORRECTED 
ENTITY 


2,198,654. REG. 10-20-1998. MINOX GMBH OPTISCHE UND 
FEINMECHANISCHEWERKE (FED REP GERMANY COR- 
PORATION), WALTER-ZAPP-STRASSE 4, D-35578 WETZLAR, 
FED REP GERMANY, SN 75-406,745. FILED 12-16-1997. 
PRINCIPAL REGISTER. 


MINOPAN 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FED REP GER- 
MANY APPLICATION NO. 39728379.2, FILED 6-20-1997, REG. 
NO. 39728379.2, DATED 7-30-1997, EXPIRES 6-30-2007. 

INT. CL. 1/U.S. CLS. 1 
FOR UNEXPOSED PHOTOGRAPHIC FILM. 
FIRST USE 1-0-1997; IN COMMERCE 4-0-1997. 


ELEMENTS CORRECTED 
OWNER NAME 
OWNER ADDRESS 





TM 434 


2,218,834. REG. 1-19-1999. MINOX GMBH OPTISCHE UND 
FEINMECHANISCHEWERKE (FED REP GERMANY COR- 
PORATION), WALTER-ZAPP-STRASSE 4, D-35578 WETZLAR, 
FED REP GERMANY, SN 75-406,744. FILED 12-16-1997. 
PRINCIPAL REGISTER. 


MINOCHROME 


OWNER OF FED REP GERMANY REG. NO. 848,448, DATED 
8-12-1968, EXPIRES 6-30-2007. 
INT. CL. 6/U.S. CLS, 2, 12, 13, 14, 23, 25 AND 50 

FOR UNEXPOSED PHOTOGRAPHIC FILM. 

FIRST USE 1-0-1997; IN COMMERCE 4-0-1997. 


ELEMENTS CORRECTED 
OWNER NAME 


2,228,079. REG. 3-2-1999. MINOX GMBH OPTISCHE UND 
FEINMECHANISCHEWERKE (FED REP GERMANY COR- 
PORATION), WALTER-ZAPP-STRASSE 4, D-35578 WETZLAR, 
FED REP GERMANY, SN 75-406,746. FILED 12-16-1997. 
PRINCIPAL REGISTER. 


MINOCOLOR 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FED REP GER- 
MANY APPLICATION NO. 39728378.4, FILED 6-20-1997, REG. 
NO. 39728378, DATED 7-30-1997, EXPIRES 7-30-2007. 

INT. CL. 1/U.S. CLS. 1 
FOR UNEXPOSED PHOTOGRAPHIC FILM. 
FIRST USE 1-0-1997; IN COMMERCE 4-0-1997. 


ELEMENTS CORRECTED 
OWNER NAME 
OWNER ADDRESS 


2,253,235. REG. 6-15-1999. CREDICARD NATIONAL BANK 
(UNITED STATES NATIONAL BANKING ASSOCIATION) 100 
WEST OLMOS DRIVE, SAN ANTONIO, TX, 78212, BY AS- 
SIGNMENT CREDICARD FINANCIAL CORPORATION 
(TEXAS CORPORATION), SAN ANTONIO, TX, SN 75-445,525. 
FILED 3-5-1998. PRINCIPAL REGISTER. 


CREDICARD 


INT. CL. 36/U.S. CLS. 100, 101 AND 102 

FOR FINANCIAL SERVICES, NAMELY, CREDIT CARD SERV- 
ICES, CREDIT MANAGEMENT, CREDIT APPROVAL, FUNDING 
AND PROCESSING CREDIT CARD PURCHASING, AND CREDIT 
RECOVERY AND COLLECTION. 

FIRST USE 6-0-1990; IN COMMERCE 6-0-1990. 


ELEMENTS CORRECTED 
*ASSIGNMENT/NAME CHANGE* 


OFFICIAL GAZETTE 


FEB 20, 2001 


2,259,611. REG. 7-6-1999. VISION ASSOCIATES, INC. (CON- 
NECTICUT CORPORATION), 222 BLOOMINGDALE ROAD, 
SUITE 301, WHITE PLAINS, NY, 10605, SN 75-532,980. FILED 
8-7-1998. PRINCIPAL REGISTER. 


BLUEPRINT FOR ACTION 


INT. CL. 35/U.S. CLS. 100, 101 AND 102 
FOR BUSINESS CONSULTATION SERVICES. 
FIRST USE 9-1-1997; IN COMMERCE 9-1-1997. 


ELEMENTS CORRECTED 
CITIZENSHIP 


2,263,991. REG. 7-27-1999. FORTIS INSURANCE COMPANY 
(WISCONSIN CORPORATION), 501 W. MICHIGAN ST., P.O. 
BOX 3050, MILWAUKEE, WI, 532013050, SN 75-279,200. 
FILED 4-22-1997. PRINCIPAL REGISTER. 


PRODUCTIVE AGING 


INT. CL. 42/U.S. CLS. 100 AND 101 

FOR PROVIDING INFORMATION AND CONSULTATION IN 
THE AREAS OF HEALTH, ELDERCARE ISSUES AND LONG 
TERM CARE PLANNING TO ELDERCARE PATIENTS. 

FIRST USE 1-20-1997; IN COMMERCE 1-20-1997. 


ELEMENTS CORRECTED 
*ASSIGNMENT/NAME CHANGE* 





FEB 20, 2001 


2,269,005. REG. 8-10-1999. EPINOMICS RESEARCH, INC. (VIR- 
GINIA CORPORATION), 1500 N. BEAUREGARD STREET, 
SUITE 150, ALEXANDRIA, VA, 22311, SN 75-514,655. FILED 
7-7-1998. PRINCIPAL REGISTER. 


. ° 


Research, Inc. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**RESEARCH, INC."’, APART FROM THE MARK AS SHOWN 
INT. CL. 42/U.S. CLS. 100 AND 101 

FOR HEALTH ECONOMICS AND PHARMACOECONOMICS 
RESEARCH AND CONSULTING SERVICES FOR THE HEALTH 
CARE INDUSTRY. 

FIRST USE 12-11-1997, IN COMMERCE 12-11-1997 


ELEMENTS AMENDED 
MARK 


2,270,769. REG. 8-17-1999. INTERNATIONAL GENEALOGICAL 
SEARCH INC. (CANADA CORPORATION), SUITE 102, 4190 
LOUGHEED HWY., BURNABY, B.C., V5SC 6A8, CANADA, SN 
75-527,510. FILED 7-28-1998. PRINCIPAL REGISTER. 


WE FIND MISSING HEIRS A 
BETTER WAY 


OWNER OF U.S. REG. NO. 1,699,059. 
INT. CL. 41/U.S. CLS. 100, 101 AND 107 

FOR INVESTIGATION AND RESEARCH SERVICES FOR LO- 
CATING HEIRS. 

FIRST USE 0-0-1987, IN COMMERCE 0-0-1987. 


ELEMENTS CORRECTED 
MARK 


U.S. PATENT AND TRADEMARK OFFICE 


TM 435 


2,286,689. REG. 10-12-1999. MEAD CORPORATION, THE (OHIO 
CORPORATION), COURTHOUSE PLAZA NORTHEAST, DAY- 
TON, OH, 45463, SN 75-467,461. FILED 4-17-1998. PRIN- 
CIPAL REGISTER. 


REALM 


INT. CL. 16/U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50 
FOR PRINTING, WRITING, TEXT AND COVER PAPERS. 
FIRST USE 8-3-1998; INCOMMERCE 8-3-1998 


ELEMENTS CORRECTED 
DATE OF FIRST USE IN COMMERCE 


2,290,002. REG. 11-2-1999. MALLINCKRODT BAKER, INC. 
(NEW JERSEY CORPORATION), 675 MCDONNELL BLVD., 
P.O. BOX 5840, ST. LOUIS, MO, 63134, SN 75-488,901. FILED 
5-21-1998. PRINCIPAL REGISTER. 


BAKERBOND 


INT. CL. 1/U.S. CLS. 1 

FOR SCIENTIFIC CHROMATOGRAPHIC SORBANTS FOR USE 
IN SOLID PHASE EXTRACTION DEVICES; AND CHROMA- 
TOGRAPHY COLUMNS, FUNNELS, AND SYRINGES, ALL 
SOLD FILLED WITH CHROMATOGRAPHIC SORBANTS, FOR 
USE IN SOLID PHASE EXTRACTION. 

FIRST USE 1-0-1985; INCOMMERCE 1-0-1985. 


ELEMENTS CORRECTED 
ENTITY 


2,293,528. REG. 11-16-1999. MALLINCKRODT BAKER, INC. 
(NEW JERSEY CORPORATION), 222 RED SCHOOL LANE, 
PHILLIPSBURG, NJ, 08865, SN 75-431,171. FILED 2-9-1998. 
PRINCIPAL REGISTER. 


CHEM-CLEAR 


INT. CL. 3/U.S. CLS. 1, 4, 6, 50, 51 AND 52 

FOR ALL-PURPOSE HOUSEHOLD AND 
STRENGTH CLEANERS. 

FIRST USE 7-17-1998; IN COMMERCE 7-17-1998. 


INDUSTRIAL 


ELEMENTS CORRECTED 
ENTITY 





TM 436 


2,299,556. REG. 12-14-1999. ANYLOAN. COM (CALIFORNIA 
CORPORATION), 18400 VON KARMAN AVENUE, SUITE 
1000, IRVINE, CA, 92612, BY ASSIGNMENT, BY CHANGE 
OF NAME HOOPER, MARLOW (UNITED STATES CITIZEN), 
ONTARIO, CA, AND LEONHART, DAVID R. (UNITED 
STATES CITIZEN), ONTARIO, CA, SN 75-484,424. FILED 
5-13-1998. PRINCIPAL REGISTER. 


800 ANY LOAN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**800"" AND ‘‘LOAN"’, APART FROM THE MARK AS SHOWN. 
INT. CL. 36/U.S. CLS. 100, 101 AND 102 

FOR MORTGAGE BANKING, MORTGAGE BROKERAGE, 
AND LOAN FINANCING SERVICES. 

FIRST USE 6-13-1993; IN COMMERCE 6~13-1993. 


ELEMENTS CORRECTED 
ASSIGNMENT/NAME CHANGE 


2,331,090. REG. 3-21-2000. A/S ECCOLET SKO (DENMARK 
COMPANY), INDUSTRIVEJ 5, 6261 BREDEBRO, DENMARK, 
SN 75-509,715. FILED 6-29-1998. PRINCIPAL REGISTER. 


OWNER OF US. REG. NOS. 1,753,970, 1,935,123 AND OTH- 
ERS. 
INT. CL. 25/U.S. CLS. 22 AND 39 

FOR FOOTWEAR. 

FIRST USE 0-0-1967; IN COMMERCE 0-0-1975. 


ELEMENTS CORRECTED 
GOODS/SERVICES 


2,331,315. REG. 3-21-2000. PERRY H. KOPLIK & SONS, INC. 
(NEW YORK CORPORATION), 505 PARK AVENUE, NEW 
YORK, NY, 10022, SN 75-541,824. FILED 8-22-1998. PRIN- 
CIPAL REGISTER. 


KOPLIK PULP AND PAPER 
PARTNERS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“PULP & PAPER’, APART FROM THE MARK AS SHOWN. 
INT. CL. 35/U.S. CLS. 100, 101 AND 102 

FOR BUSINESS MARKETING CONSULTING SERVICES IN 
THE PULP AND PAPER INDUSTRY. 

FIRST USE 6-1-1998; IN COMMERCE 6-1-1998. 


ELEMENTS CORRECTED 
MARK 


OFFICIAL GAZETTE 


FEB 20, 2001 


2,339,986. REG. 4-11-2000. GRAND CASINOS, INC. (MIN- 
NESOTA CORPORATION), 130 CHESHIRE LANE, 
MINNETONKA, MN, 55305, SN 75-519,034. FILED 7-15-1998. 
PRINCIPAL REGISTER. 


OWNER OF U.S. REG. NOS. 1,724,344, 2,028,123 AND OTH- 
ERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“GRAND CASINO", APART FROM THE MARK AS SHOWN. 

THE DRAWING IS LINED FOR THE COLOR GOLD, AND 
SUCH COLOR IS A FEATURE OF THE MARK. 

THE MARK IS A SUNFLOWER WITH THE TERM ‘“‘CER- 
TIFIED" IN AN ELONGATED BOX EXTENDING BETWEEN OP- 
POSITE SIDES AND THE TERM “GRAND CASINO”’ IN AN 
ARC CONCENTRIC WITH THE OUTER SHAPE OF THE SUN- 
FLOWER AND WITH A SPILLED POT OF COINS IN THE 
SPACE BETWEEN THE ARE AND THE BOX WITH SOME 
COINS IN A SIMULATED FALLING MOTION BENEATH ONE 
SIDE OF THE BOX. 

INT. CL. 41/U.S. CLS. 100, 101 AND 107 
FOR CASINO ENTERTAINMENT. 
FIRST USE 11-28-1996; IN COMMERCE 1-22-1997. 


ELEMENTS CORRECTED 
GOODS/SERVICES 


2,342,948. REG. 4-18-2000. ORANGE COUNTY BAR FOUNDA- 
TION, INC (CALIFORNIA CORPORATION), 313 N. BIRCH, 
SECOND FLOOR, SANTA ANA, CA, 92701, SN 75-621,136. 
FILED 1-15-1999. PRINCIPAL REGISTER. 


PROGRAMA SHORTSTOP 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**PROGRAMA"’, APART FROM THE MARK AS SHOWN. 

THE ENGLISH TRANSLATION OF THE WORD PROGRAMA 
IN THE MARK IS PROGRAM. 
INT. CL. 41/U.S. CLS. 100, 101 AND 107 

FOR EDUCATIONAL SERVICES FOR JUVENILES, NAMELY, 
CONDUCTING A BILINGUAL CRIME INTERVENTION PRO- 
GRAM VIA CLASSES, SEMINARS, CONFERENCES AND 
WORKSHOPS AND COURSE MATERIALS DISTRIBUTED 
THEREWITH. 

FIRST USE 7-0-1989; IN COMMERCE 7-0-1989. 


ELEMENTS CORRECTED 
OWNER ADDRESS 





FEB 20, 2001 


2,343,287. REG. 4-18-2000. NINTENDO OF AMERICA 
(WASHINGTON CORPORATION), 4820 - 
REDMOND, WA, 98052, SN 75-691,851. 
PRINCIPAL REGISTER. 


INC. 
ISOTH NE, 
FILED 4-26-1999. 


POKEMON 


INT. CL. 9/U.S. CLS. 21, 23, 26, 36 AND 38 

FOR VIDEO TAPES CONTAINING CHILDREN’S ENTERTAIN- 
MENT. 

FIRST USE 8-7-1998; IN COMMERCE 8-7-1998. 


ELEMENTS CORRECTED 
MARK 


2,344,728. REG. 4-25-2000. MAYO FOUNDATION FOR MED- 
ICAL EDUCATION AND RESEARCH (MINNESOTA COR- 
PORATION), 200 FIRST STREET S.W., ROCHESTER, MN, 
55905, BY ASSIGNMENT; BY ASSIGNMENT; BY ASSIGN- 
MENT MAYO FOUNDATION (MINNESOTA), ROCHESTER, 
MN, SN 75-559,580. FILED 9-25-1998. PRINCIPAL REGISTER. 


CARDIOLOGY TODAY AND 
TOMORROW 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*““CARDIOLOGY”’, APART FROM THE MARK AS SHOWN. 
INT. CL. 16/U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50 

FOR PRINTED INSTRUCTIONAL MATERIALS IN THE FIELD 
OF CARDIOLOGY. 

FIRST USE 7-0-1994; IN COMMERCE 7-0-1994. 


ELEMENTS CORRECTED 
OWNER NAME 


2,347,090. REG. 5-2-2000. COASTAL HEALTHCARE CON- 
SULTING, INC. (GEORGIA CORPORATION), 430 PRIME 
POINT, SUITE 202, PEACHTREE CITY, GA, 30269, SN 
75-711,383. FILED 11-16-1998. PRINCIPAL REGISTER. 


COASTAL HEALTHCARE 
CONSULTING 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**HEALTHCARE CONSULTING”’, APART FROM THE MARK AS 
SHOWN. 

INT. CL. 35/U.S. CLS. 100, 101 AND 102 

FOR BUSINESS MANAGEMENT AND HOSPITAL ADMINIS- 
TRATION SERVICES IN CONNECTION WITH INFORMATION 
AND COMPUTER NEEDS FOR HOSPITALS AND HEALTH 
CARE PROVIDERS. 

FIRST USE 8-10-1995; IN COMMERCE 8-10-1995. 

INT. CL. 42/U.S. CLS. 100 AND 101 

FOR CONSULTING SERVICES IN THE FIELD OF COM- 
PUTERS AND SOFTWARE, NAMELY, EVALUATION AND DE- 
TERMINATION OF CLIENT COMPUTER AND SOFTWARE 
NEEDS. 

FIRST USE 8-10-1995; IN COMMERCE 8-10-1995. 


ELEMENTS CORRECTED 
OWNER NAME 
MARK 


U.S. PATENT AND TRADEMARK OFFICE 


TM 437 


2,348,152. REG. 5-9-2000. CITIZENS TRUST COMPANY OF IN- 
DIANA, INC.N.A. (UNITED STATES FEDERALLY CHAR- 
TERED TRUST COMPANY) P.O. BOX 719, EVANSVILLE, IN, 
477050719, SN 75-524,899. FILED 7-24-1998. PRINCIPAL 
REGISTER. 


VIRTUALTRUST 


INT. CL. 36/U.S. CLS. 100, 101 AND 102 

FCR PROVIDING INFORMATION CONCERNING TRUSTS VIA 
A GLOBAL COMPUTER INFORMATION NETWORK. 

FIRST USE 8-0-1997; IN COMMERCE 8-0-1997. 


ELEMENTS AMENDED 
[OWNER NAME] 


2,352,390. REG. 5-23-2000. PATERSON, JILL M. (UNITED 
STATES CITIZEN), 15 CAMILLE LANE, CANTON, CT, 06109, 
BY ASSIGNMENT ROSCA, ANNETTE (UNITED STATES CIT- 
IZEN), WINDSOR, CT, AND PETTIBONE, MARIA (UNITED 
STATES CITIZEN), WINDSOR, CT, AND  DECARLI, 
MICHELLE (UNITED STATES CITIZEN), WINDSOR, CT, AND 
PATERSON, JILL M. (UNITED STATES CITIZEN), CANTON, 
CT, SN 75-388,173. FILED 11-11-1997. PRINCIPAL REG- 
ISTER. 


H.0O.T. SPOTS 


INT. CL. 16/U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50 

FOR PRINTED TEACHING CURRICULUM ENHANCEMENT 
MATERIALS IN THE SUBJECTS OF GEOGRAPHY, READING, 
WRITING, LITERATURE, MATH, SCIENCE, SOCIAL STUDIES, 
MUSIC, AND PERFORMING ARTS, ALL FOR USE BY TEACH- 
ERS IN CONNECTION WITH ROTATIONAL LEARNING CEN- 
TERS FOR AN ELEMENTARY SCHOOL CLASSROOM SETTING. 

FIRST USE 10-11-1999; IN COMMERCE 10-11-1999. 


ELEMENTS CORRECTED 
ASSIGNMENT/NAME CHANGE 
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2,358,986. REG. 6-20-2000. COLE, TERENCE (UNITED KING- 
DOM CITIZEN), 24 PHILAMORE GARDENS, LONDON W8 
7QE, ENGLAND, SN 75-245,762. FILED 2-21-1997. PRIN- 
CIPAL REGISTER. 


— 


OWNER OF UNITED KINGDOM REG. NO. 2067732, DATED 
4-2-1996, EXPIRES 4-2-2003. 
INT. CL. 9/U.S. CLS. 21, 23, 26, 36 AND 38 

FOR APPARATUS FOR CAPTURING, RECORDING, REPRO- 
DUCING, MANIPULATING AND TRANSMITTING DATA, IM- 
AGES AND SOUNDS, NAMELY, CAMERAS, COMPACT DISC 
AND DISC RECORDERS AND PLAYERS, TAPE RECORDERS 
AND PLAYERS, MODEMS, DATA AND IMAGE SCANNERS, 
FACSIMILE MACHINES AND TELEX MACHINES; DATA 
BASES FEATURING INFORMATION RELATING TO PRODUCT 
AND SERVICE AVAILABILITY, PERFORMANCE, RELIABILITY, 
DISCOUNTING AND PROMOTION; BLANK MAGNETIC DATA 
CARRIERS; COMPUTER SOFTWARE FOR PROVIDING CON- 
SUMERS AND TRADERS WITH ACCESS TO PRODUCT AND 
SERVICE SUPPLIERS AND INFORMATION; COMPUTER HARD- 
WARE; PERIPHERAL DEVICES FOR COMPUTERS; COMPUTER 
PRINTERS; WORD AND INFORMATION PROCESSORS AND 
SCANNERS; BLANK DISC, DISKETTES, COMPACT DISCS, 
AUDIO AND VIDEO TAPES; PRE-RECORDED DISKS, DISK- 
ETTES, COMPACT DISCS, AUDIO AND VIDEO TAPES FEA- 
TURING PROMOTIONAL INFORMATION AND OFFERS, COM- 
MERCIAL INFORMATION AND NEWS FOR CONSUMERS AND 
TRADERS, ADVERTISEMENTS AND MUSIC; MAGNETIC 
CHARGE CARDS, CREDIT CARDS AND DEBIT CARDS; EN- 
CODED CARDS FOR USE IN RELATION TO THE ELECTRONIC 
TRANSFER OF FUNDS AND FOR FINANCIAL TRANSACTIONS 
IN GENERAL; CARDS BEARING INTEGRATED CIRCUITS; EN- 
CODED OR MAGNETIC CARDS FOR USE WITH COMPUTERS; 
CENTRAL PROCESSING UNITS; TELEVISION AND VIDEO AP- 
PARATUS, NAMELY, TELEVISION UNITS AND SETS, VIDEO 
CAMERAS, VIDEO RECORDERS AND PLAYERS, ENCODERS 
FOR PROVIDING LIMITED ACCESS TO TELEVISION CHAN- 
NELS AND CABLING FOR USE IN RELATION THERETO; EX- 
POSED CINEMATOGRAPHIC FILM FEATURING ADVERTISING 
AND PROMOTIONAL MATTER; HOLOGRAMS. 

FIRST USE ; INCOMMERCE . 
INT. CL. 16/U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50 

FOR PAPER AND CARDBOARD GOODS, NAMELY, BOOKS, 
BOOKLETS, BROCHURES AND DIRECTORIES ALL RELATING 
TO PRODUCT AND SERVICE AVAILABILITY, PERFORMANCE, 
RELIABILITY, DISCOUNTING AND PROMOTION, PRINTED 
FORMS, PRINTED TICKETS AND VOUCHERS, PHOTOGRAPH 
ALBUMS, ALMANACS, DIARIES, DICTIONARIES, NOTE- 
BOOKS, PRINTED TIMETABLES, TRADE AND CONSUMER IN- 
FORMATION DIGESTS AND WORK BOOKS; BOOK BINDING 
TAPE, CLOTH AND WIRE; CREDIT CARDS AND DEBIT CARDS 
WITHOUT MAGNETIC ENCODING; MOUNTED AND 
UNMOUNTED PHOTOGRAPHS; STATIONARY; PRINTED IN- 
STRUCTIONAL, EDUCATIONAL AND TEACHING MATERIALS; 
DIAGRAMS FOR USE IN BOOKS, BOOKLETS, BROCHURES, 
LEAFLETS, MANUALS, MAGAZINES, HANDBOOKS AND PAM- 
PHLETS, ALL FOR USE IN ADVERTISEMENTS, PRO- 
MOTIONAL ARTICLES AND EDITORIALS, PRESENTING COM- 
MERCIAL INFORMATION AND STATISTICS GRAPHICALLY 
AND CHARTING BUSINESS AND FINANCIAL PLANS; BOOK- 
MARKS; CALENDARS; PRINTED CHARTS; ART PRINTS; 
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LOOSE-LEAF BINDERS; PENS AND PENCILS; PLANS USED 
IN CONJUNCTION WITH BUSINESS AND TRADE SCHEMES 
AND SYSTEMS; POSTERS; STICKERS; GIFT WRAPPING 
PAPER. 

FIRST USE ; IN COMMERCE . 
INT. CL. 35/U.S. CLS. 100, 1 01 AND 102 

FOR BUSINESS MARKETING CONSULTING SERVICES; 
BUSINESS INFORMATION RELATING TO THE OPERATION 
AND MANAGEMENT OF PLANS AND SCHEMES PROVIDING 
CONSUMERS AND TRADERS WITH DISCOUNT OPTIONS IN 
RELATION TO GOODS AND SERVICES; BUSINESS MANAGE- 
MENT AND CONSULTATION SERVICES; BUSINESS RE- 
SEARCH SERVICES; COMMERCIAL INFORMATION AGEN- 
CIES; COST PRICE ANALYSIS; DIRECT MAIL ADVERTISING; 
DISSEMINATION OF ADVERTISING AND PROMOTIONAL 
MATTER; ARRANGING NEWSPAPER AND PUBLICATION SUB- 
SCRIPTION FOR THE PUBLICATIONS OF OTHERS; PRODUCT 
DEMONSTRATIONS; SAMPLE AND PROMOTIONAL ITEM DIS- 
TRIBUTION; ARRANGING AND ORGANIZING EXHIBITIONS 
FOR COMMERCIAL OR ADVERTISING PURPOSES; CON- 
DUCTING MARKET RESEARCH AND SURVEYS; RENTAL OF 
ADVERTISING AND PROMOTION [SSPACE] * SPACE * ; PUB- 
LIC RELATIONS SERVICES; DOCUMENT REPRODUCTION; 
PROVIDING STATISTICAL INFORMATION; PRODUCTION OF 
RADIO AND TELEVISION ADVERTISING AND COMMER- 
CIALS; ARRANGING AND CONDUCTING TRADE FAIRS; TELE- 
PHONE ANSWERING SERVICES; MESSAGE TRANSCRIPTION; 
WORD PROCESSING; FRANCHISING, NAMELY, OFFERING 
TECHNICAL ASSISTANCE IN THE ESTABLISHMENT AND OP- 
ERATION OF PLANS AND SCHEMES DESIGNED TO PROVIDE 
CONSUMERS AND TRADERS WITH DISCOUNT OPTIONS IN 
RELATION TO GOODS AND SERVICES. 

FIRST USE ; INCOMMERCE . 
INT. CL. 36/U.S. CLS. 100, 101 AND 102 

FOR FINANCIAL ANALYSIS CONSULTATION AND MAN- 
AGEMENT SERVICES; CAPITAL INVESTMENT CONSULTA- 
TION; CHARITABLE FUND RAISING; CREDIT CARD AND 
DEBIT CARD SERVICES; COLLECTION AGENCY SERVICES; 
REAL ESTATE AND INSURANCE FINANCIAL VALUATION 
SERVICES; LOAN LEASE FINANCING; INSURANCE BROKER- 
AGE AND CONSULTATION SERVICES; INSURANCE UNDER- 
WRITING SERVICES IN THE FIELDS OF HOME, MOTOR AND 
LIFE INSURANCE; ELECTRONIC TRANSFER OF FUNDS; 
STRUCTURING, MANAGING AND LICENSING PLANS AND 
SCHEMES DESIGNED TO PROVIDE CONSUMERS AND TRAD- 
ERS WITH DISCOUNT OPTIONS IN RELATION TO GOODS 
AND SERVICES. 

FIRST USE ; INCOMMERCE . 
INT. CL. 38/U.S. CLS. 100, 101 AND 104 

FOR ELECTRONIC TRANSMISSION OF DATA AND DOCU- 
MENTS VIA COMPUTER TERMINALS; ELECTRONIC TRANS- 
MISSION OF MESSAGES, DATA AND IMAGES; TELEPHONE 
COMMUNICATIONS; ELECTRONIC MAIL; FACSIMILE TRANS- 
MISSION; ELECTRONIC VOICE MESSAGING, NAMELY, THE 
RECORDING STORAGE AND SUBSEQUENT TRANSMISSION 
OF VOICE MESSAGES BY TELEPHONE; TELECOMMUNI- 
CATIONS CONSULTING, NAMELY, COMPILING AND SUP- 
PLYING INFORMATION CONCERNING THE PROVIDERS OF 
COMMUNICATION AND TELECOMMUNICATION SERVICES 
AND THE NATURE OF THEIR RESPECTIVE SERVICES. 

FIRST USE ; INCOMMERCE . 
INT. CL. 41/U.S. CLS. 100, 101 AND 107 

FOR ARRANGING AND CONDUCTING EDUCATIONAL CON- 
FERENCES, CONGRESSES, SEMINARS AND SYMPOSIUMS IN 
THE FIELDS OF TRADE, TRADE DISCOUNTING AND CON- 
SUMER INTERESTS; EDUCATION INFORMATION SERVICES, 
NAMELY, COMPILING AND SUPPLYING INFORMATION RE- 
LATING TO AVAILABLE DEGREE, DIPLOMA AND OTHER 
COURSES OF STUDY AND LEARNING AVAILABLE TO THE 
GENERAL PUBLIC AND GRADUATES; PRODUCTION OF 
RADIO AND TELEVISION PROGRAMMES; PUBLICATION OF 
BOOKS AND TEXTS; DESK TOP PUBLISHING FOR OTHERS; 
FILM AN D VIDEO TAPE FILM PRODUCTION; PROVIDING 
SPORTS AND RECREATION INFORMATION BY MEANS OF 
TELEPHONIC PRE-RECORDED MESSAGES; PROVIDING FASH- 
ION AND GARDENING INFORMATION BY MEANS OF TELE- 
PHONIC PRE-RECORDED MESSAGES; ENTERTAINMENT IN- 
FORMATION, NAMELY, COMPILING AND SUPPLYING INFOR- 
MATION CONCERNING TELEVISION AND RADIO PRO- 
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GRAMMES, FILMS AND VIDEO FILMS, LIVE THEATRE, 
DANCE PERFORMANCES AND SPORTING EVENTS. 

FIRST USE ; IN COMMERCE . 
INT. CL. 42/U.S. CLS. 100 AND 101 

FOR COMPUTER PROGRAMMING FOR OTHERS; COM- 
PUTER SOFTWARE DESIGN FOR OTHERS; UPDATING OF 
COMPUTER SOFTWARE FOR OTHERS; COMPUTER CON- 
SULTATION; LEASING ACCESS TIME TO AN INTERACTIVE 
COMPUTER DATABASE IN THE FIELD OF TRADE DIS- 
COUNTING AND PROVIDING INFORMATION, ASSISTANCE 
AND DIRECTORY SERVICES TO CONSUMERS AND TRADERS; 
COMPUTER SITE DESIGN; PROVIDING HEALTH CARE INFOR- 
MATION; COPYRIGHT MANAGEMENT; EDITING OF WRITTEN 
TEXTS; LICENSING OF INTELLECTUAL PROPERTY; LEGAL 
RESEARCH SERVICES; PRINTING SERVICES; TECHNICAL 
FEASIBILITY STUDIES; RESEARCH AND DEVELOPMENT OF 
NEW PRODUCTS FOR OTHERS; LANGUAGE TRANSLATION 
SERVICES; VOCATIONAL GUIDANCE; PROVIDING WRITTEN 
REPORTS CONCERNING QUALITY CONTROL, NAMELY, 
SERVICES CONCERNED WITH INVESTIGATING THE QUAL- 
ITY OF GOODS AND SERVICES OFFERED UNDER TRADE DIS- 
COUNTING PLANS AND SCHEMES. 

FIRST USE ; INCOMMERCE . 


ELEMENTS CORRECTED 
GOODS/SERVICES 


2,361,173. REG. 6-27-2000. OFFICIENCY PARTNERS LIMITED 
(COLORADO CORPORATION), PO BOX 822, NIWOT, CO, 
80544, BY ASSIGNMENT MCCORRY, KAREN J (UNITED 
STATES CITIZEN), BOULDER, CO, SN 75-445,558. FILED 
3-5-1998. PRINCIPAL REGISTER. 


OFFICIENCY 


INT. CL. 35/U.S. CLS. 100, 101 AND 102 

FOR BUSINESS CONSULTATION SERVICES IN THE FIELDS 
OF PERSONAL ORGANIZATION, PERSONAL TIME MANAGE- 
MENT, WORKFLOW EFFICIENCY, AND WORKER PRODUC- 
TIVITY. 

FIRST USE 3-1-1998; IN COMMERCE 3-1-1998. 


ELEMENTS CORRECTED 
*ASSIGNMENT/NAME CHANGE* 


2,361,320. REG. 6-27-2000. GRAPHIC ARTS SHOW COMPANY 
(DELAWARE CORPORATION), 1899 PRESTON WHITE 
DRIVE, RESTON, VA, 201914367, SN 75-519,594. FILED 
7-16-1998. PRINCIPAL REGISTER. 


CONVERTING EXPO 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**EXPO”’, APART FROM THE MARK AS SHOWN. 
INT. CL. 35/U.S. CLS. 100, 101 AND 102 

FOR ORGANIZING AND CONDUCTING TRADE SHOWS AND 
EXHIBITIONS IN THE PUBLISHING, PACKAGING, AND PRINT- 
ING INDUSTRIES. 

FIRST USE 12-0-1997; IN COMMERCE 12-0-1997. 


ELEMENTS CORRECTED 
CITIZENSHIP 
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2,362,293. REG. 6-27-2000. EPSILON ELECTRONICS, INC. 
(CALIFORNIA. CORPORATION), 5920 E. SLAUSON AVENUE, 
COMMERCE, CA, 90040, SN 75-789,154. FILED 8-31-1999. 
PRINCIPAL REGISTER. 


POWERACOUSTIK U.S.A. 


OWNER OF U.S. REG. NO. 1,706,347. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
““U.S.A.”", APART FROM THE MARK AS SHOWN. 
INT. CL. 9/U.S. CLS. 21, 23, 26, 36 AND 38 

FOR CAR STEREOS, CAR AMPLIFIERS, CAR EQUALIZERS 
AND CAR [ SPEARERS ] * SPEAKERS *. 

FIRST USE 1-0-1997; IN COMMERCE 1-0-1997. 


ELEMENTS CORRECTED 
GOODS/SERVICES 


2,363,492. REG. 7-4-2000. GA MODEFINE S.A. (SWITZERLAND 
COMPANY), AVENUE DE FRANCE, 90 - LAUSANNE, SWIT- 
ZERLAND, SN 75-252,949. FILED 3-6-1997. PRINCIPAL REG- 
ISTER. 


GIORGIO ARMANI LE 
COLLEZIONI 


OWNER OF US. REG. NOS. 
1,546,115. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“LE COLLEZIONI", APART FROM THE MARK AS SHOWN. 

“GIORGIO ARMANI” IS A LIVING INDIVIDUAL WHOSE 
CONSENT IS OF RECORD. 

THE ENGLISH TRANSLATION OF 
“THE COLLECTIONS”. 

AS TO “LE COLLEZIONI”. 
INT. CL. 18/U.S. CLS. 1, 2, 3, 22 AND 41 

FOR HANDBAGS, LUGGAGE, SHOULDER BAGS, BEACH 
BAGS, CLUTCH BAGS, ALL PURPOSE SPORTS BAGS, ATTA- 
CHE CASES, SCHOOL BAGS, TOTE BAGS, TRAVELLING 
BAGS, CREDIT CARD CASES, DOCUMENT CASES, PASSPORT 
CASES, COSMETIC CASES SOLD EMPTY, KEYCASES, KNAP- 
SACKS, RUCKSACKS, BRIEFCASES, PURSES, WALLETS. 
TRAVELLING TRUNKS, SUITCASES, UMBRELLAS, PARASOLS, 
WALKING STICKS. 

FIRST USE 6-15-1990; IN COMMERCE 6-15-1990. 
INT. CL. 24/U.S. CLS. 42 AND 50 

FOR FABRICS FOR THE MANUFACTURE OF CLOTHING AR- 
TICLES, BED AND TABLE COVERS, QUILTS, CURTAINS, TEX- 
TILE WALL HANGINGS, TEXTILE TAPESTRIES, CLOTH 
FLAGS, FELT CLOTHS, BATH LINEN, FABRIC TABLE RUN- 
NERS, TEXTILE PLACE MATS, DISH MATS AND CARAFE 
MATS, BED LINEN, TOWELS, FACE CLOTH NAPKINS, 
WASHCLOTHS, FABRIC HANDKERCHIEFS, TABLE LINEN, 
COASTERS, PILLOW CASES, PLAID BLANKETS, NAPKINS, 
KITCHEN TOWELS, OVEN MITTS, DUST SHEETS, MOSQUITO 
NETS. 

FIRST USE 6-15-1990; IN COMMERCE 6-15-1990. 
INT. CL. 25/U.S. CLS. 22 AND 39 

FOR BLOUSONS, DRESS SHIRTS, SPORT SHIRTS, SPORT 
COATS, SPORT PANTS, KNIT SHIRTS, BRASSIERES, CORSETS, 
SINGLETS, PETTICOATS, NIGHTGOWNS, PAJAMAS, DRESS- 
ING GOWNS, PULLOVERS, BATH ROBES, BATHING SUITS, 
GLOVES, CARDIGANS, JERSEYS, NECKTIES, NECKERCHIEFS, 
SCARVES, SWEATERS, SOCKS, STOCKINGS, TIGHTS, TROU- 
SERS, LEGGINGS, SKIRTS, JACKETS, JERKINS, SHIRTS, 
VESTS, WAISTCOATS, JUMPERS, TRACK SUITS, BLOUSES, 
JEANS, PANTIES, PANTS, BERMUDA SHORTS, T-SHIRTS, 
SWEAT-SHIRTS, SUITS, AND DRESSES, OVERCOATS, COATS, 


1,081,795, 1,156,891 AND 


“LE COLLEZIONI”’ IS 
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ANORAKS, RAINCOATS, BELTS, 
BOOTS, SLIPPERS, HATS, CAPS. 
FIRST USE 6-15-1990; IN COMMERCE 6-15-1990. 


SUSPENDERS, SHOES, 


ELEMENTS CORRECTED 
CITIZENSHIP 
ENTITY 


2,364,485. REG. 7-4-2000. SISTER SCHUBERT’S HOMEMADE 
ROLLS, INC. (ALABAMA CORPORATION), P.O. DRAWER 
112, LUVERNE, AL, 36049, SN 75-764,624. FILED 7-30-1999. 
PRINCIPAL REGISTER. 


SISTER SCHUBERT 


THE NAME “SISTER SCHUBERT” [ DOES NOT IDENTIFY 
A LIVING INDIVIDUAL } *IDENTIFIES A LIVING INDIVIDUAL 
WHOSE CONSENT IS OF RECORD.* 

INT. CL. 30/U.S. CL. 46 
FOR BAKERY PRODUCTS, NAMELY BREAD AND ROLLS. 
FIRST USE 8-12-1992; IN COMMERCE 9-2-1992. 


ELEMENTS CORRECTED 
NAME/PORTRAIT DESCRIPTION OR CONSENT 


2,364,783. REG. 7-4-2000. ANDERSEN WORLDWIDE SOCIETE 
COOPERATIVE (SWITZERLAND CORPORATION), ROUTE 
DE PRE-BOIS 29, 1215 GENEVA, 15, SWITZERLAND, AS- 
SIGNEE OF, ASSIGNEE OF ARTHUR ANDERSEN & CO., SO- 
CIETE COOPERATIVE (SWITZERLAND), 1215 GENEVA 15, 
SWITZERLAND, SN 74-637,475. FILED 2-23-1995. PRIN- 
CIPAL REGISTER. 


KNOWLEDGE INTEGRATION 


INT. CL. 35/U.S. CLS. 100, 101 AND 102 

FOR BUSINESS OPERATIONAL, ORGANIZATIONAL AND IN- 
FORMATION SYSTEMS CONSULTING SERVICES. 

FIRST USE 8-26-1999; IN COMMERCE 8-26-1999 


ELEMENTS CORRECTED 
OWNER NAME 


2,367,420. REG. 7-18-2000. PHILIPS COMMUNICATION SECU- 
RITY & IMAGING INC. (DELAWARE CORPORATION), 850 
GREENFIELD ROAD, LANCASTER, PA, 17601-587, SN 
75-398.760. FILED 12-2-1997. PRINCIPAL REGISTER. 


WORLDVIEW 


INT. CL. 9/U.S. CLS. 21, 23, 26, 36 AND 38 

FOR VIDEO TRANSMISSION SYSTEM COMPRISING RE- 
MOTE AND TRANSMITTER, VIDEO TRANSMITTER, GRAPH- 
ICAL USER INTERFACE SOFTWARE, CONTROL STATION RE- 
CEIVER, DESIGNED FOR ALARM VERIFICATION AND RE- 
MOTE SURVEILLANCE APPLICATION VIA COMMON CAR- 
RIER TELEPHONE LINES WHEREBY THE SYSTEM ALLOWS 
FOR THE VIEWING IMAGES FROM CAMERAS PLACED ANY- 
WHERE IN THE WORLD ACCESSIBLE BY TELEPHONE. 

FIRST USE 2-7-1997, IN COMMERCE 2-7-1997 


ELEMENTS CORRECTED 
*OWNER NAME* 
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2,370,945. REG. 7-25-2000. KIDS PACKAGING AND MERCHAN- 
DISING NETWORK LLC (KENTUCKY LIMITED LIABILITY 
COMPANY) 4350 BROWNSBORO ROAD, SUITE 110, THE 
SUMMIT, LOUISVILLE, KY, 40207, SN 75-768,382. FILED 
7-30-1999. PRINCIPAL REGISTER. 


KIDS’ PACKAGING AND 
MERCHANDISING 
NETWORK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**KIDS’’, APART FROM THE MARK AS SHOWN. 
INT. CL. 35/U.S. CLS. 100, 101 AND 102 

FOR CHARACTER LICENSING AND ADVERTISING AND 
PROMOTING THE GOODS AND SERVICES OF OTHERS 
THROUGH AN ON-LINE ELECTRONIC COMMUNICATIONS 
NETWORK, THROUGH THE DISTRIBUTION AND MAILING OF 
PRINTED MATERIAL, THROUGH TELEVISION AND RADIO 
ADVERTISEMENTS AND THROUGH NEWSPAPER AND OTHER 
PRINTED MEDIA. 

FIRST USE 7-0-1998; IN COMMERCE 7-0-1998. 


ELEMENTS CORRECTED 
MARK 


2,376,433. REG. 8-15-2000. ARNTJEN, GERD (FED REP GER- 
MANY CITIZEN), AN DER BRUCKE 33-35, D-26180 
RASTEDE, FED REP GERMANY, SN 75-396,406. FILED 
11-26-1997. PRINCIPAL REGISTER. 


ISO-LIGHTING RIDGES M4 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FED REP GER- 
MANY APPLICATION NO. 39727848.9, FILED 6-18-1997, REG. 
NO. 39727848, DATED 8-6-1997, EXPIRES 6-30-2007. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**RIDGES”’, APART FROM THE MARK AS SHOWN. 

INT. CL. 6/U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50 

FOR METAL CONSTRUCTION MATERIALS, NAMELY, 
BEARING ELEMENTS IN THE NATURE OF ALUMINUM SUP- 
PORTS FOR ROOF CLADDING [OF] * AND * ROOF RIDGES, 
PROFILES FOR SECURING ROOFS CLADDING * , * AND WIND 
SHIELDS ATTACHED TO ROOFS TO CREATE MAXIMUM AIR 
DRAW AND REPEL SNOW AND RAIN; ROOF BEAMS, 
RAFTERS, COLLAR BEAMS, PURLINS, POSTS, HORIZONTAL 
BEAMS, BRACES, SCREWS, BOLTS, LIGHT-ADMITTING ROOF- 
CLADDING PANELS, TRANSPORTABLE ROOF STRUCTURES 
MADE THEREFROM, AND PORTABLE METAL BUILDINGS . 

FIRST USE ; INCOMMERCE . 

INT. CL. 19/U.S. CLS. 1, 12, 33 AND 50 

FOR PLASTIC CONSTRUCTION MATERIALS, NAMELY, 
BEARING ELEMENTS IN THE NATURE OF PLASTIC SUP- 
PORTS FOR ROOF CLADDING [OF] * AND * ROOF RIDGES, 
PROFILES FOR SECURING ROOF CLADDING, AND WIND 
SHIELDS ATTACHED TO ROOFS TO CREATE MAXIMUM AIR 
DRAW AND REPEL SNOW AND RAIN; ROOF BEAMS, 
RAFTERS, COLLAR BEAMS, PURLINS, POSTS, HORIZONTAL 
BEAMS, BRACES, SCREWS, BOLTS, LIGHT-ADMITTING ROOF- 
CLADDING PANELS, TRANSPORTABLE ROOF STRUCTURES 


FIRST USE ; INCOMMERCE . 
ELEMENTS CORRECTED 


GOODS/SERVICES 
FOREIGN REG. EXPIRATION DATE 
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2,380,567. REG. 8-29-2000. CENTRE DE PYROLYSE DU 
CHARBON DE MARIENAU “‘CPM’’ (FRANCE GIE 
(GROUPEMENT D°INTERET ECONOMIQUE)) USINE DE 
MARIENAU, 57600 FORBACH, FRANCE, SN 75-598,730. 
FILED 12-3-1998. PRINCIPAL REGISTER. 


VIDEOFIL 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FRANCE APPLI- 
CATION NO. 98735367, FILED 64-1998, REG. NO. 98/735367, 
DATED 6-4-1998, EXPIRES 6-4-2008. 

THE COMPONENT WORDS “VIDEO”’ AND ‘FIL’? MEAN 
**VIDEO”’ AND **WIRE”’ IN FRENCH. 

INT. CL. 9/U.S. CLS. 21, 23, 26, 36 AND 38 

FOR OPTICAL APPARATUS COMPOSED OF A PROBE IN 
WHICH IS INSERTED A MICRO VIDEO CAMERA AND USED 
FOR INSPECTION OF HIGH TEMPERATURE GAS AND FLUE 
PIPES, PARTICULARLY OF COKE-FURNACES 

FIRST USE ; INCOMMERCE 


ELEMENTS CORRECTED 
OWNER NAME 


2,380,593. REG. 8-29-2000. TURNAROUND MANAGEMENT AS- 
SOCIATION (NORTH CAROLINA NONPROFIT CORPORA- 
TION) TIME LIFE BUILDING, 541 NORTH FAIRBANKS 
COURT, SUITE 1880, CHICAGO, IL, 60611. SN 75-608.638. 
FILED 12-18-1998. PRINCIPAL REGISTER. 


TURNAROUND 
MANAGEMENT 
ASSOCIATION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
**ASSOCIATION"’, APART FROM THE MARK AS SHOWN. 

SEC. 2(F). 
INT. CL. 42/U.S. CLS. 100 AND 101 

FOR ASSOCIATION SERVICES, NAMELY, PROMOTING THE 
INTERESTS OF PRACTITIONERS, ACADEMICS, STUDENTS, 
JUDGES, AND LEGISLATORS IN THE FIELD OF MANAGING 
TROUBLED BUSINESSES, UNDERPERFORMING BUSINESSES, 
OR BUSINESSES IN CORPORATE RENEWAL AND RECOVERY. 

FIRST USE 0-0-1989; IN COMMERCE 0-0-1989. 


ELEMENTS CORRECTED 
OWNER ADDRESS 
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2,382,206. REG. 9-5-2000. TAM MARKETING, INC. (WASH- 
INGTON CORPORATION), P.O. BOX 433, MANCHESTER, 
WA, 98353, SN 75-506,849. FILED 6-22-1998. PRINCIPAL 
REGISTER. 


SALT PURE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*“SALT”’, APART FROM THE MARK AS SHOWN. 
INT. CL. 11/U.S. CLS. 13, 21, 23, 31 AND 34 

FOR ELECTROLYTIC CHLORINE GENERATOR FOR USE IN 
SANITIZING OF SWIMMING POOLS, SPAS, HOT TUBS, WASTE 
WATER, DRINKING WATER, COOLING TOWER TREATMENT 
WATER, OIL RIG TREATMENT WATER , WATERFALLS AND 
PONDS 

FIRST USE 6-11-1996; IN COMMERCE 6-20-1997. 


ELEMENTS CORRECTED 
DATE OF FIRST USE IN COMMERCE 


2,383,615. REG. 9-5-2000. SKINMARKET, INC. (CALIFORNIA 
CORPORATION), 1180 EUGENIA PLACE, SUITE 104, 
CARPINTERIA, CA, 93013, SN 75-351,776. FILED 9-4-1997. 
PRINCIPAL REGISTER. 


SKINMARKET 


INT. CL. 35/U.S. CLS. 100, 101 AND 102 

FOR RETAIL SHOPS FEATURING COSMETICS AND BEAUTY 
CARE PRODUCTS. 

FIRST USE 3-18-1999; IN COMMERCE 3-18-1999. 


ELEMENTS CORRECTED 
MARK 
[DISCLAIMER] 


2,384,097. REG. 9-5-2000. SKYDESK, INC. (DELAWARE COR- 
PORATION), 3550 GENERAL ATOMICS COURT, SAN DIEGO, 
CA, 921211122, BY MERGER: BY MERGER FAIRBANKS SYS- 
TEMS GROUP, INC. (CALIFORNIA CORPORATION), DBA 
@BACKUP, SAN DIEGO, CA, SN _ 75-596,186. FILED 
11-18-1998. PRINCIPAL REGISTER. 


SKYDESK 


INT. CL. 42/U.S. CLS. 100 AND 101 

FOR COMPUTER SERVICES, NAMELY, PROVIDING SECURE 
ACCESS TO USERS’ PROGRAMS, FILES AND DATA UNDER 
A VARIETY OF OPERATING PLATFORMS, REGARDLESS OF 
LOCATION . 

FIRST USE 3-1-2000; IN COMMERCE 3-1-2000. 


ELEMENTS CORRECTED 
* ASSIGNMENT/NAME CHANGE* 
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2,384,495. REG. 9-12-2000. SAIC (DELAWARE CORPORATION), 
10260 CAMPUS POINT DRIVE, MS F3, SAN DIEGO, CA, 
92121, SN 75-389,039. FILED 11-12-1997. PRINCIPAL REG- 
ISTER. 


EPIC SYSTEM 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
““SYSTEM"’, APART FROM THE MARK AS SHOWN. 
INT. CL. 9/U.S. CLS. 21, 23, 26, 36 AND 38 

FOR COMPUTER SOFTWARE, NAMELY A WIDE AREA 
COMPUTER BASED SOFTWARE PROCESS AND AUTOMATION 
TOOL FOR WORK MANAGEMENT, INCLUDING TASK MAN- 
AGEMENT, CHANGE MANAGEMENT AND CONFIGURATION 
MANAGEMENT * BUT NOT FOR USE IN THE HEALTHCARE 
INDUSTRY *. 

FIRST USE 1-27-1997; IN COMMERCE 1-27-1997. 


ELEMENTS CORRECTED 
*GOODS/SERVICES* 


2,384,606. REG. 9-12-2000. INFOSPACE.COM, INC. (DELAWARE 
CORPORATION), 15375 N.E. 90TH STREET, REDMOND, WA, 
98052, SN 75-506,102. FILED 6-23-1998. PRINCIPAL REG- 
ISTER. 


OWNER OF U.S. REG. NOS. 2,121,439 AND 2,206,397. 
INT. CL. 35/U.S. CLS. 100, 101 AND 102 

FOR COMPUTER SERVICES, NAMELY, PROVIDING ON-LINE 
DIRECTORY SERVICES IN THE FIELDS OF YELLOW PAGES, 
WHITE PAGES, PERSONAL INFORMATION, CLASSIFIEDS, 
ELECTRONIC SHOPPING, PUBLIC RECORDS, BUSINESS SERV- 
ICES, CITY GUIDES, FINANCE, DATA, NEWS GROUPS, MES- 
SAGE BOARDS, PERSONAL WEB PAGES, ON-LINE AUCTION 
SERVICES, E-MAIL, PERSONALS, ON-LINE EVENTS, TELE- 
PHONE SERVICES, SEARCH SERVICES, NEWS, ENTERTAIN- 
MENT, INTERNATIONAL INFORMATION, AND GOVERNMENT 
INFORMATION, BY MEANS OF A GLOBAL COMPUTER NET- 
WORK. 

FIRST USE 4-16-1996, IN COMMERCE 4-16-1996. 


ELEMENTS CORRECTED 
GOODS/SERVICES 


OFFICIAL GAZETTE 


FEB 20, 2001 


2,386,953. REG. 9-19-2000. GINSEY INDUSTRIES, INC. (PENN- 
SYLVANIA CORPORATION), 281 BENIGNO BOULEVARD, 
BELLMAWR, N3J, 08031, SN 75-557,900. FILED 9-23-1998. 
PRINCIPAL REGISTER. 


THE MARK CONSISTS OF A CONFIGURATION OF A MAT 
IN THE STYLIZED FORM OF A FOOT. 

SEC. 2(F). 
INT. CL. 24/U.S. CLS. 42 AND 50 

FOR SKID RESISTANT CUSHION MATS, MADE FROM POL- 
YVINYL CHLORIDE (PVC) FOAM, FOR USE * IN BATHROOMS 
* 

FIRST USE 5-4-1993; IN COMMERCE 5-4-1993. 
INT. CL. 27/U.S. CLS. 19, 20, 37, 42 AND 50 

FOR SKID RESISTANT CUSHION * MATS, * MADE FROM 
POLYVINYL CHLORIDE (PVC) FOAM, FOR USE ON DECKS, 
AND IN [ KITCHENTS, ] * KITCHENS, NURSERIES, * DOCKS, 
AND POOLSIDE. 

FIRST USE 5-4-1993; IN COMMERCE 5-4-1993. 


ELEMENTS CORRECTED 
GOODS/SERVICES 


2,388,008. REG. 9-19-2000. BEALL’S OUTLET STORES, INC. 
(FLORIDA CORPORATION), 1806 38TH AVENUE EAST, BRA- 
DENTON, FL, 34208, SN 74~-706,161. FILED 7-26-1995. PRIN- 
CIPAL REGISTER. 


MICHAEL AUSTIN 


**MICHAEL AUSTIN*’ DOES NOT IDENTIFY A PARTICULAR 
LIVING INDIVIDUAL. 
INT. CL. 25/U.S. CLS. 22 AND 39 
FOR MEN’S SHIRTS, SLACKS, TIES, BELTS, AND SHORTS. 
FIRST USE 12-0-1995; IN COMMERCE 1-0-1996. 


ELEMENTS CORRECTED 
DATE OF FIRST USE IN COMMERCE 





FEB 20, 2001 


2,389,278. REG. 9-26-2000. STEIN & CO. GMBH (FED REP GER- 
MANY CORPORATION), WULFRATHER STRASSE 47-49, D- 
42553 VELBERT, FED REP GERMANY, SN 75-618,533. FILED 
1-11-1999. PRINCIPAL REGISTER. 


OWNER OF FED REP GERMANY REG. NO. 976240, DATED 
9-8-1978, EXPIRES 10-31-2007. 
INT. CL. 7/U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35 

FOR FLOOR MAINTENANCE EQUIPMENT; COMMERCIAL 
FLOOR MAINTENANCE EQUIPMENT; NON-COMMERCIAL 
FLOOR MAINTENANCE EQUIPMENT; SEMI-COMMERCIAL 
FLOOR MAINTENANCE EQUIPMENT; VACUUM CLEANERS; 
CARPET SWEEPERS; CARPET CLEANING MACHINES; AND 
FLOOR POLISHERS; AND PARTS AND ACCESSORIES FOR 
ALL OF THE AFOREMENTIONED GOODS; RETAIL SALES OF 
FLOOR MAINTENANCE EQUIPMENT, COMMERCIAL FLOOR 
MAINTENANCE EQUIPMENT, NON-COMMERCIAL FLOOR 
MAINTENANCE EQUIPMENT, SEMI-COMMERCIAL FLOOR 
MAINTENANCE EQUIPMENT, VACUUM CLEANERS, CARPET 
SWEEPERS, CARPET CLEANING MACHINES, AND FLOOR 
POLISHERS, AND PARTS AND ACCESSORIES FOR ALL OF 
THE AFOREMENTIONED GOODS; WHOLESALE SALES OF 
FLOOR MAINTENANCE EQUIPMENT, COMMERCIAL FLOOR 
MAINTENANCE EQUIPMENT, NON-COMMERCIAL FLOOR 
MAINTENANCE EQUIPMENT, SEMI-COMMERCIAL FLOOR 
MAINTENANCE EQUIPMENT, VACUUM CLEANERS, CARPET 
SWEEPERS, CARPET CLEANING MACHINES, AND FLOOR 
POLISHERS, AND PARTS AND ACCESSORIES FOR ALL OF 
THE AFOREMENTIONED GOODS. 

FIRST USE 9-8-1978; IN COMMERCE 9-1-1998. 


ELEMENTS CORRECTED 
FOREIGN REG. DATE 


2,389,301. REG. 9-26-2000. INTERNATIONAL FOODSTUFFS CO 
(PARTNERSHIP), AL-WAHDA ST., INDUSTRIAL AREA NO. 
1, P.O. BOX 4115 SHARJAH, ARAB EMIRATES, SN 
75-625,664. FILED 1-25-1999. PRINCIPAL REGISTER. 


FANCY THAT 


PRIORITY CLAIMED UNDER SEC. 44(D) ON ARAB EMIR- 
ATES APPLICATION NO. 28118., FILED 9-6-1998, REG. NO. 
20643, DATED 4-26-1999, EXPIRES 9-6-2008. 
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INT. CL. 30/U.S. CL. 46 

FOR CHOCOLATES; CHOCOLATES EITHER WITH OR WITH- 
OUT FILLING OR TOPPING, WAFERS AND BISCUITS; CHOCO- 
LATE WAFERS, AND BARS, CHOCOLATE COVERED BIS- 
CUITS, WAFERS EITHER PLAIN OR WITH A CHOCOLATE OR 
{ FAVORED ] * FLAVORED * CREAM COVERING, TOPPING 
OR FILLING; SWEETS AND TOFFEES; CHOCOLATES WITH 
NUTS, NOUGAT, CEREAL AND/OR CARAMEL FILLING OR 
TOPPING. 

FIRST USE ; IN COMMERCE . 


ELEMENTS CORRECTED 
GOODS/SERVICES 


2,391,183. REG. 10-3-2000. HENKEL 
KOMMANDITGESELLSCHAFT AUF AKTIEN (FED REP GER- 
MANY KG) HENKELSTRASSE 67, D-40191 DUSSELDORF, 
FED REP GERMANY, SN 75-683,111. FILED 4-15-1999. PRIN- 
CIPAL REGISTER. 


EXOTIC FRUITS 


INT. CL. 3/U.S. CLS. 1, 4, 6, 50, 51 AND 52 
FOR BODY AND SKIN CARE PREPARATIONS. 
FIRST USE 3-0-1996; IN COMMERCE 5-25-1999. 


ELEMENTS CORRECTED 
ENTITY 


2,391,862. REG. 10-3-2000. ENERGETIX, INC. (NEW YORK 
CORPORATION), 89 EAST AVENUE, ROCHESTER, NY, 
146490001, BY ASSIGNMENT ROCHESTER GAS AND ELEC- 
TRIC CORPORATION (NEW YORK CORPORATION), ROCH- 
ESTER, NY, SN 75-327,881. FILED 7-21-1997. PRINCIPAL 
REGISTER. 





THE DRAWING OF THE MARK IS LINED TO INDICATE 
THE COLOR RED. 
INT. CL. 39/U.S. CLS. 100 AND 105 

FOR TRANSPORTATION AND DELIVERY OF ENERGY, 
NAMELY, ELECTRIC AND GAS. 

FIRST USE 1-1-1998; IN COMMERCE 1-1-1998. 
INT. CL. 40/U.S. CLS. 100, 103 AND 106 

FOR GENERATION OF ENERGY, NAMELY, ELECTRIC AND 
GAS. 

FIRST USE 1-1-1998; IN COMMERCE 1-1-1998. 


ELEMENTS CORRECTED 
*ASSIGNMENT/NAME CHANGE* 
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2,392,121. REG. 10-3-2000. EARNEST PARTNERS, LLC (GEOR- 
GIA LIMITED LIABILITY COMPANY) 2870 PHARR COURT 
SOUTH SW NO. 1905, ATLANTA, GA, 30205, BY CHANGE 
OF NAME; BY CHANGE OF NAME, BY CHANGE OF NAME 
EARNEST PARTNERS, L.L.C. (GEORGIA), ATLANTA, GA, SN 
75-559,770. FILED 9-25-1998. PRINCIPAL REGISTER. 


EARNEST 


INT. CL. 36/U.S. CLS. 106, 101 AND 102 

FOR FINANCIAL SERVICES, NAMELY, INVESTMENT COUN- 
SELING AND ADVICE, MUTUAL FUND INVESTMENT AND 
MANAGEMENT OF INSTITUTIONAL FUNDS, BROKER/DEAL- 
ER SERVICES, AND TRADING OF SECURITIES, STOCKS, 
BONDS AND DERIVATIVES FOR OTHERS. 

FIRST USE 1-1-1999; IN COMMERCE 1-1-1999. 


ELEMENTS CORRECTED 
ASSIGNMENT/NAME CHANGE 


2,392,728. REG. 10-10-2000. COMMERCIAL REAL ESTATE 
SERVICE ADVISORS, INC. (DELAWARE NON-STOCK PROF- 
IT CORPORATION) 14785 PRESTON ROAD, DALLAS, TX, 
75240, SN 75-594,475. FILED 11-24-1998. PRINCIPAL REG- 
ISTER. 


INT. CL. 35/U.S. CLS. 100, 101 AND 102 
FOR BUSINESS RELOCATION SERVICES. 
FIRST USE 7-8-1994; IN COMMERCE 7-8-1994. 
INT. CL. 36/U.S. CLS. 100, 101 AND 102 
FOR REAL ESTATE BROKERAGE AND LAND ACQUISITION 
SERVICES. 
FIRST USE 7-8-1994; IN COMMERCE 7-8-1994. 
INT. CL. 37/U.S. CLS. 100, 103 AND 106 
FOR REAL ESTATE SITE SELECTION. 
FIRST USE 7-8-1994; IN COMMERCE 7-8-1994. 


ELEMENTS CORRECTED 
OWNER NAME 


OFFICIAL GAZETTE 


FEB 20, 2001 


2,392,859. REG. 10-10-2000. TALES FROM THE CRYPT HOLD- 
INGS (CALIFORNIA JOINT VENTURE), C/O BERTON & DON- 
ALDSON, 9595 WILSHIRE BOULEVARD, SUITE 711, BEV- 
ERLY HILLS, CA, 902122507, SN 75-645,890. FILED 
2-22-1999. PRINCIPAL REGISTER. 


CRYPTOBER 


OWNER OF U.S. REG. NOS. 1,878,472, 2,145,731 AND OTH- 
ERS. 
INT. CL. 35/U.S. CLS. 100, 101 AND 102 

FOR ADVERTISING AND PROMOTIONAL SERVICES, NAME- 
LY, PROMOTING THE GOODS AND SERVICES OF [ OTHER 
] * OTHERS * VIA THE PRESENTATION OF TELEVISION, THE- 
ATRICAL, RADIO, PRINT, AND ONLINE ADVERTISEMENTS. 

FIRST USE 12-12-1997; IN COMMERCE 12-12-1997. 


ELEMENTS CORRECTED 
GOODS/SERVICES 


2,392,860. REG. 10-10-2000. TALES FROM THE CRYPT HOLD- 
INGS (CALIFORNIA JOINT VENTURE), C/O BERTON & DON- 
ALDSON, 9595 WILSHIRE BOULEVARD, SUITE 711, BEV- 
ERLY HILLS, CA, 902122507, SN 75-645,891. FILED 
2-22-1999. PRINCIPAL REGISTER. 


APRIL GHOULS DAY 


OWNER OF U.S. REG. NOS. 1,878,472, 2,145,731 AND OTH- 
ERS. 


INT. CL. 35/U.S. CLS. 100, 101 AND 102 
FOR ADVERTISING AND PROMOTIONAL SERVICES, NAME- 
LY, PROMOTING THE GOODS AND SERVICES OF [ OTHER 
] * OTHERS * VIA THE PRESENTATION OF TELEVISION, THE- 
ATRICAL, RADIO, PRINT, AND ONLINE ADVERTISEMENTS. 
FIRST USE 3-11-1998; IN COMMERCE 3-11-1998. 


ELEMENTS CORRECTED 
GOODS/SERVICES 





FEB 20, 2001 


2,393,255. REG. 10-10-2000. MARRIOTT INTERNATIONAL, INC. 
(DELAWARE CORPORATION), 10400 FERNWOOD ROAD, 
BETHESDA, MD, 20817, SN 75—752,292. FILED 7-15-1999. 
PRINCIPAL REGISTER. 


JW MARRIOTT HOTEL 


OWNER OF U.S. REG. NOS. 899,900 AND 904,029. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
*‘HOTEL’’, APART FROM THE MARK AS SHOWN. 

THE NAME “JW MARRIOTT”’ DOES NOT IDENTIFY A LIV- 
ING INDIVIDUAL. 
INT. CL. 42/U.S. CLS. 100 AND 101 

FOR HOTEL, RESTAURANT, CATERING, BAR AND LOUNGE 
SERVICES; PROVISION OF FACILITIES FOR MEETINGS, CON- 
FERENCES AND EXHIBITIONS; MAKING HOTEL [RESERVA- 
TION] * RESERVATIONS * FOR OTHERS. 

FIRST USE 2-0-1984; IN COMMERCE 2-0-1984. 


ELEMENTS CORRECTED 
GOODS/SERVICES 


2,393,770. REG. 10-10-2000. HARCOURT, INC. (DELAWARE 
CORPORATION), 6277 SEA HARBOR DRIVE, ORLANDO, FL, 
32821, BY CHANGE OF NAME HARCOURT BRACE & COM- 
PANY (DELAWARE CORPORATION), ORLANDO, FL, SN 
75-086,483. FILED 4-10-1996. PRINCIPAL REGISTER. 


A TO ZOO 


INT. CL. 9/U.S. CLS. 21, 23, 26, 36 AND 38 

FOR PRE-RECORDED AUDIO TAPES FEATURING STORIES 
AND SONGS FOR CHILDREN, AND PHOTOGRAPHIC SLIDE 
TRANSPARENCIES FEATURING A PRESCHOOL READING IN- 
STRUCTION PROGRAM. 

FIRST USE 4-0-1996; IN COMMERCE 4-0-1996. 


ELEMENTS CORRECTED 
*ASSIGNMENT/NAME CHANGE* 
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2,394,628. REG. 10-17-2000. BROWN & WILLIAMSON TO- 
BACCO CORPORATION (DELAWARE CORPORATION), 200 
BROWN & WILLIAMSON TOWER, 401 SOUTH FOURTH AV- 
ENUE, LOUISVILLE, KY, 40202, SN 75-476,451. FILED 
4-29-1998. PRINCIPAL REGISTER. 


a 


TEAM 


OWNER OF U.S. REG. NOS. 747,482, 2,201,119 AND OTHERS. 
INT. CL. 21/U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50 

FOR BAR TRAYS, COOLER CUPS, INSULATED BEVERAGE 
CONTAINERS, DRINKING MUGS, AND DRINKING GLASSES. 

FIRST USE 3-13-1999; IN COMMERCE 3-13-1999. 


ELEMENTS CORRECTED 
[GOODS/SERVICES] 


2,394,906. REG. 10-17-2000. POINT LOMA NAZARENE UNIVER- 
SITY (CALIFORNIA CORPORATION), 3900 LOMALAND 
DRIVE, SAN DIEGO, CA, 92106, SN 75-629,085. FILED 
1-28-1999. PRINCIPAL REGISTER. 


a 
_— 
a 


INT. CL. 41/U.S. CLS. 100, 101 AND 107 
FOR ENTERTAINMENT SERVICES IN THE NATURE OF 
BASEBALL, SOFTBALL, BASKETBALL, CROSS COUNTRY, 
GOLF, TENNIS, TRACK FIELD, SOCCER, OR VOLLEYBALL 
GAMES AND COMPETITIONS AT THE UNIVERSITY LEVEL. 
FIRST USE 11-20-1998; IN COMMERCE 11-20-1998. 


ELEMENTS CORRECTED 
*GOODS/SERVICES* 
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2,395,201. REG. 10-17-2000. E.l. PARTNERS, INC. (NEVADA 
CORPORATION), 2600 SOUTHWEST FREEWAY, SUITE 500, 
HOUSTON, TX, 77098, BY MERGER EVERYONES INTERNET, 
INC. (TEXAS CORPORATION), HOUSTON, TX, SN 
75-693,789. FILED 4-29-1999. PRINCIPAL REGISTER. 


CHILDSURF 


INT. CL. 38/U.S. CLS. 100, 101 AND 104 

FOR COMPUTER SERVICES, NAMELY, AN ONLINE CON- 
TENT-FILTERING SERVICE PROVIDING CONTROLLED AC- 
CESS TO THE GLOBAL COMPUTER NETWORK. 

FIRST USE 11-0—1998; IN COMMERCE 11-0-1998. 


ELEMENTS CORRECTED 
*OWNER NAME* 


2,395,202. REG. 10-17-2000. El. PARTNERS, INC. (NEVADA 
CORPORATION), 2600 SOUTHWEST FREEWAY, SUITE 500, 
HOUSTON, TX, 77098, BY MERGER EVERYONES INTERNET, 
INC. (TEXAS CORPORATION), HOUSTON, TX, SN 
75-693,794. FILED 4-29-1999. PRINCIPAL REGISTER. 


EASYSURF 


INT. CL. 38/U.S. CLS. 100, 101 AND 104 

FOR PROVIDING MULTIPLE-USER ACCESS TO A GLOBAL 
COMPUTER INFORMATION NETWORK. 

FIRST USE 11-00-1998; IN COMMERCE 11-0—1998. 


ELEMENTS CORRECTED 
*OWNER NAME* 


2,401,121. REG. 10-31-2000. FASTNET CORPORATION (PENN- 
SYLVANIA CORPORATION), 3864 COURTNEY STREET, 
SUITE 130, BETHLEHEM, PA, 18017, SN 75-807,772. FILED 
P.R. 9-24-1999; AM. S.R. 4-11-2000. SUPPLEMENTAL REG- 
ISTER. 


CUSTOMER CCNTROLLED 
VIRTUAL PRIVATE 
NETWORK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“VIRTUAL PRIVATE NETWORK", APART FROM THE MARK 
AS SHOWN. 

INT. CL. 38/U.S. CLS. 100, 101 AND 104 

FOR PROVIDING MULTIPLE-USER ACCESS TO A GLOBAL 
COMPUTER INFORMATION NETWORK FOR THE TRANSFER 
AND DISSEMINATION OF A WIDE RANGE OF INFORMATION. 

FIRST USE 9-0-1997, IN COMMERCE 9-0-1997. 


ELEMENTS CORRECTED 
MARK 


OFFICIAL GAZETTE 


FEB 20, 2001 


2,401,272. REG. 11-7-2000. INFORUM SOLUTIONS, INC. (DELA- 
WARE CORPORATION), 458 BOSTON STREET, TOPSFIELD, 
MA, 01983, BY ASSIGNMENT BERNIER & ASSOCIATES, 
INC. (MASSACHUSETTS CORPORATION), TOPSFIELD, MA, 
SN 75-516,586. FILED 7-10-1998. PRINCIPAL REGISTER. 


INFORUM ay 


VIRTUAL OFFICE PARK “satay 


OWNER OF U.S. REG. NOS. 1,795,646 AND 1,809,933. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
““VIRTUAL OFFICE PARK’’, APART FROM THE MARK AS 
SHOWN. 

THE DESIGN PORTION OF THE MARK CONSISTS OF A 
STYLIZED CIRCLE, CUBE AND SKY DESIGN. 

INT. CL. 9/U.S. CLS. 21, 23, 26, 36 AND 38 

FOR COMPUTER SOFTWARE, NAMELY, SOFTWARE USED 
TO CREATE WEB-DESIGN AND WEB-DESIGN APPLICATIONS 
WHICH ALLOW USERS TO INTEGRATE COMMUNICATION, 
DATA COLLECTION, KNOWLEDGE MANAGEMENT, OFFICE 
MANAGEMENT, AND PLANNING TOOLS IN A SINGLE WEB- 
BASED SYSTEM, AND RELATED INSTRUCTION MANUALS 
ALL SOLD AS A UNIT. 

FIRST USE 5-20-1998; IN COMMERCE 5-20-1998. 


ELEMENTS CORRECTED 
* ASSIGNMENT/NAME CHANGE* 





FEB 20, 2001 


2,402,359. REG. 11-7-2000. RIVERDEEP INTERACTIVE LEARN- 
ING LIMITED (IRELAND CORPORATION), 3RDFLOOR, 
STYNE HOUSE, UPPER HATCH STREET, DUBLIN 2, IRE- 
LAND, BY CHANGE OF NAME; BY CHANGE OF NAME 
LIFETIME LEARNING LIMITED (UNITED KINGDOM), DUB- 
LIN 2, IRELAND, SN 75-363,119. FILED 9-25-1997. PRIN- 
CIPAL REGISTER. 


INT. CL. 16/U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50 

FOR PRINTED MATERIALS, NAMELY, INSTRUCTIONAL 
AND EDUCATIONAL BOOKS AND MANUALS IN THE FIELD 
OF SUBJECTS TAUGHT IN ELEMENTARY AND SECONDARY 
SCHOOLS. 

FIRST USE 0-0-1998; IN COMMERCE 0-0-1998. 


ELEMENTS CORRECTED 
OWNER ADDRESS 
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2,402,854. REG. 11-7-2000. LEINER HEALTH SERVICES CORP. 
(DELAWARE CORPORATION), 901 EAST 233RD STREET, 
CARSON, CA, 90745, BY ASSIGNMENT; BY ASSIGNMENT; 
BY ASSIGNMENT LEINER HEALTH PRODUCTS INC. (DELA- 
WARE CORPORATION), CARSON, CA, SN 75-699,801. FILED 
5-4-1999. PRINCIPAL REGISTER. 


BODY BENEFITS 


INT. CL. 42/U.S. CLS. 100 AND 101 

FOR PROVIDING AN ON-LINE COMPUTER DATABASE IN 
THE FIELD OF VITAMINS AND DIETARY FOOD SUPPLE- 
MENTS BY MEANS OF A GLOBAL COMPUTER INFORMATION 
NETWORK . 

FIRST USE 4-1-1999; IN COMMERCE 4-1-1999. 


ELEMENTS CORRECTED 
OWNER NAME 


2,420,294. REG. 1-9-2001. PARKINSON’S INSTITUTE, THE 
(CALIFORNIA NON-PROFIT CORPORATION) 1170 MORSE 
AVENUE, SUNNYVALE, CA, 94089, SN 75-810,761. FILED 
P.R. 9-28-1999; AM. S.R. 7-10-2000. SUPPLEMENTAL REG- 
ISTER. 


MOVEMENT DISORDERS 
TREATMENT CENTER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 
“TREATMENT CENTER’’, APART FROM THE MARK AS 
SHOWN. 

INT. CL. 42/U.S. CLS. 100 AND 101 

FOR MEDICAL SERVICE, NAMELY PATIENT DIAGNOSIS 
COUNSELING AND TREATMENT, AND BASIC AND CLINICAL 
RESEARCH INTO PARKINSON’ S DISEASE AND OTHER 
MOVEMENT DISORDERS; PROMOTING PUBLIC AWARENESS 
OF PARKINSON’ S DISEASE AND OTHER MOVEMENT DIS- 
ORDERS. 

FIRST USE 10-0-1998; IN COMMERCE 10-0-1998. 


ELEMENTS CORRECTED 
FILING DATE 


a a 





TRADEMARK REGISTRATIONS—NEW 
CERTIFICATES 


New Certificates issued under section 7(c) of the Trademark Act of 1946 for the unexpired term of the original 
registrations. 


2,221,077. EAR SURF BOARDS ORIGINAL AND DESIGN. INT. 
CLS. 16, 24 AND 25. VALKYRIE CORP., CULVER CITY, 
CA. REG. 2-2-1999. NEW CERT. SEC. 7(C) TO BEAR PART- 
NERSHIP, THE, LOS ANGELES, CA. 


2,261,910. STORYSHARE INTERNATIONAL AND DESIGN. 
INT. CL. 42. STORYSHARE INTERNATIONAL PTY LIMITED, 
MOSMAN, NSW, 2088, AUSTRALIA. REG. 7-20-1999. NEW 
CERT. SEC. 7(C) TO REGISTRANT. 


* * * * * 





INDEX OF REGISTRANTS 
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(Registered; Renewed; Canceled; Amended, Corrected, etc.; New Certificates; 12c Publications.) 


The designation **U.S. Cl.’* appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than 
the international class which applies to applications filed on or after that date. For adoption of international classification see 
notice in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


°21° CLUB, INC., NEW YORK, NY: 
2,429,192, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
16, 18, 20, 21, 25, 34 AND 42. 
A.C. NIELSEN COMPANY, SCHAUMBURG, IL: 
2,429,312, PUB. 11-28-2000. INT. CL. 41. 
A.D.A.M. SOFTWARE, INC., ATLANTA, GA: 
2,429,407, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
35 AND 42. 
A.E. STALEY MANUFACTURING COMPANY, DECATUR IL: 
690,645, CANC. U.S. CL. 46. 
A.M. GILARDI AND SONS, INC., SIDNEY, OH: 
1,813,934, CANC. INT. CL. 30. 
A.M. PRODUCTS CO., ST. LOUIS, MO: 
1,812,000, CANC. INT. CL. 10. 
A.T. KEARNEY, INC., CHICAGO, IL: 
2,429,119, PUB. 11-28-2000. INT. CL. 35. 
A&A MIDWEST REBUILDERS SUPPLIERS, INC., NORTH LAS 
VEGAS, NV: 
1,600,019. REN. 1-11-01. INT. CL. 42. 
A-BEE SYNDICATE, INC., NEW YORK, NY: 
1,812,176, CANC. INT. CL. 20. 
A-DEC, INC., NEWBERG, OR: 
1,812,832, CANC. INT. CL. 10. 
A/S ECCOLET SKO, 6261 BREDEBRO, DENMARK: 
2,331,090, COR. INT. CL. 25. 
AAR CORP., WOOD DALE, IL: 
2,430,027, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
35, 37 AND 39. 
AB KLIPPANS FINPAPPERSBRUK, S-352 30 VAXJO, SWEDEN: 
1,814,429, CANC. INT. CL. 16. 
ABB DRIVES AG, BADEN, SWITZERLAND: 
1,813,717, CANC. INT. CL. 17. 
ABB RELAYS AKTIEBOLAG, S-721 71 VASTERAS, SWEDEN: 
1,811,884, CANC. INT. CL. 9. 
ABBOTT LABORATORIES, ABBOTT PARK, IL: 
1,572,857. REN. 1-9-01. INT. CL. 5. 
2,429,666, PUB. 8-15-2000. INT. CL. 10. 
ABC HOME HEALTH SERVICES, INC., BRUNSWICK, GA: 
1,814,212, CANC. INT. CL. 42. 
1,814,213, CANC. INT. CL. 42. 
ABC, INC., NEW YORK, NY: 
2,429,993, PUB. 11-28-2000. INT. CL. 38. 
ABITIBI-PRICE INC., TORONTO, ONTARIO, CANADA: 
1,813,633, CANC. INT. CL. 16. 
ABM, INC., CHESTERFIELD, MO: 
1,645,598. REN. 1-10-01. INT. CL. 42. 
ABRAHAM, CARL J., GREAT NECK, NY: 
1,993,703, CANC. INT. CL. 5. 
2,008,662, CANC. INT. CL. 5. 
ABRASIVE DIAMOND TOOL COMPANY, MADISON HEIGHTS 
MICH.: 
690,167, CANC. U.S. CL. 23. 


ACADEMY FOR EDUCATIONAL DEVELOPMENT, INC., WASH- 
INGTON, DC: 


1,571,813, CANC. INT. CL. 16. 
1,572,529, CANC. INT. CL. 42. 
ACCOLADE, INC., NEW CITY, NY, DBA ALWAYS IN STYLE: 
1,812,065, CANC. MULTIPLE CLASS, INT. CLS. 14, 18 AND 
25. 
ACCORD, INC., SANFORD, FL, DBA COMPASS MARKETING: 
1,813,734, CANC. INT. CL. 18. 

ACCREDITATION BOARD FOR ENGINEERING AND TECH- 
NOLOGY, INC., BALTIMORE, MD: 

2,430,028, PUB. 11-28-2000. INT. CL. 42. 

ACCU-MED SERVICES, INC., MILFORD, OH: 

2,430,209, INT. CL. 9. 
2,430,218, INT. CL. 9. 
ACCU-MEM SYSTEMS, INC., ARLINGTON HEIGHTS, IL: 
1,814,361, CANC. INT. CL. 9. 
ACCULYTE CORPORATION, MCLEAN, VA: 
1,811,933, CANC. INT. CL. 9. 

ACD SYSTEMS LTD., SAANICHTON, BRITISH COLUMBIA, 
CANADA: 

2,430,303, INT. CL. 9. 

ACE BAKING COMPANY LIMITED PARTNERSHIP, GREEN 
BAY, WI: 

1,813,095, CANC. INT. CL. 30. 

ACE Il, LTD., SOUTH ST. PAUL, MN: 
1,814,565, CANC. INT. CL. 42. 

ACE TOMATO COMPANY, INC., MANTECA, CA: 
1,618,971. REN. 1-9-01. INT. CL. 31. 

ACME BOOT COMPANY, INC., CLARKSVILLE, TN TO ACME 
BOOT COMPANY, INC., CLARKSVILLE, TN: 

1,573,510, CANC. INT. CL. 25. 
ACME CRYOGENICS INC., ALLENTOWN, PA: 
2,429,182, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
6, 11 AND 37. 

ACOMODATA, APPLE VALLEY, MN: 
1,814,017, CANC. INT. CL. 35. 

ACQUIDATA, INC., PLYMOUTH, MN: 
2,429,467, PUB. 11-28-2000. INT. CL. 42. 

ACROSOFT CORPORATION, COLUMBIA, SC: 
2,430,206, INT. CL. 9. 

ACTAR AIRFORCE INC., TORONTO, ONTARIO, CANADA: 
1,812,833, CANC. INT. CL. 10. 

ACTELION LTD., CH-4123 ALLSCHWIL, SWITZERLAND: 
2,429,226, PUB. 11-28-2000. INT. CL. 5. 

ACTIVE HEALTHY LINKS INC., NORTH YORK, ONTARIO, 
CANADA, SPORTABILITY DEVELOPMENT CORPORATION, 
NORTH YORK (WILLOWDALE), ONTARIO, CANADA: 

1,575,623. REN. 1-10-01. INT. CL. 41. 

ACTMEDIA, INC., NORWALK, CT: 

1,812,336, CANC. INT. CL. 35. 
ACUHEALTH PTY. LTD., WAYVILLE, AUSTRALIA: 
1,596,214. REN. 1-9-01. INT. CL. 10. 





TMI 2 OFFICIAL 
ADAC LABORATORIES, MILPITAS, CA 
1,599,444. REN. 1-11-01. INT. CL. 10. 
ADAMS & BROOKS, INC., LOS ANGELES, CA: 
2,430,159, INT. CL. 30 
ADAMS, DONNA, GLEN ROCK, NJ AND VERPEUT, DARREN, 
WOOD-RIDGE, NJ: 
1,812,440, CANC. INT. CL. 41. 
ADCO INTERNATIONAL PLASTICS CORP., MARIETTA, GA 
1,127,852, CANC. INT. CL. 11. 
ADDISON, F. CLARK, LOVELAND, CO AND THORSTENSEN, 
PEDER JOHN, LOVELAND, CO: 
1,814,455, CANC. INT. CL. 21 
ADE CORPORATION, WESTWOOD, MA: 
2,430,513, INT. CL. 9. 
ADIA SERVICES, INC., MENLO PARK, CA: 
1,127,962, CANC. INT. CL. 35. 
ADIPOSE MEDIA, INC.: See— 
PARLO INC 
ADIPOSE MEDIA, INC.: See 
PARLO INC. 
ADOPT-A-CLASSROOM, MIAMI, FL: 
2,429,520, PUB. 11-28-2000. INT. CL. 36 
ADRIEN ARPEL SPA & SALON, INC, NEW YORK, NY, S & 
L ACQUISITION COMPANY, L.P., NEW YORK, NY 
1,566,685. REN. 1-12-01. INT. CL. 3 
ADVANCE MAGAZINE PUBLISHERS INC., NEW YORK, NY 
2,430,395, INT. CL. 16. 
ADVANCED BENEFIT ADMINISTRATORS, INC., PORTLAND, 
OR: 
1,604,942. REN. 1-12-01. INT. CL. 36. 
ADVANCED CARE MEDICINE, INC., LOUISVILLE, KY: 
1,814,257, CANC. INT. CL. 42 


ADVANCED HYPNOTHERAPY SERVICES, INC., PLANTATION, 


2,429,473, PUB. 11-14-2000. INT. CL. 41 
ADVANCED MARKETING GROUP, INC.. 
1,813,712, CANC. INT. CL. 16. 
ADVANCED POLYMER TECHNOLOGY, INC., ELKHART, IN: 
1,812,926, CANC. INT. CL. 17. 
ADVANCED PRODUCT TECHNOLOGIES, INC., LENEXA, KS: 
2,430,320, INT. CL. 5 
ADVANCED TECHNOLOGY MATERIALS, INC., DANBURY, CT: 
2,430,259, INT. CL. 9. 
ADVANSTAR COMMUNICATIONS INC., CLEVELAND, OH: 
1,573,304, CANC. INT. CL. 16 
ADVANTAGE BATTERY CORPORATION, INC., HURST, TX: 
1,573,039, CANC. INT. CL. 9. 
ADVANTAGE LEARNING SYSTEMS, INC., WISCONSIN RAP- 
IDS, WI: 
2,429,139, PUB. 11-28-2000. INT. CL. 9. 
ADVANTAGE MARKETING WHOLESALERS, L. L. C., NORTH 
BERGEN, NJ: 
2,429,444, PUB. 11-28-2000. INT. CL. 35. 
ADVERTISING AND MARKETING DEVELOPMENT, INC., 
NASHVILLE, TN: 
1,127,961, CANC. INT. CL. 35. 
AETNA LIFE INSURANCE AND ANNUITY COMPANY, HART- 
FORD, CT: 
1,813,129, CANC. INT. CL. 36. 
1,813,135, CANC. INT. CL. 36. 
AFFINITEC CORPORATION, ST. LOUIS, MO: 
1,573,917, CANC. INT. CL. 41. 
AFFINITY GROUP, INC., VENTURA, CA, CAMP COAST TO 
COAST, INC., ENGLEWOOD, CO: 
1,593,450. REN. 1-8-01. INT. CL. 39. 
1,594,211. REN. 1-6-01. INT. CL. 16. 
AG-CHEM EQUIPMENT CO., INC., MINNETONKA, MN: 
1,812,035, CANC. INT. CL. 12. 
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AGA AKTIEBOLAG, SWEDEN: 
2.430,433, INT. CL. 11 
AGFA CORPORATION, WILMINGTON, MA FROM BAYER COR- 
PORATION, PITTSBURGH, PA: 
2,430,329, INT. CL. 9. 
AGGREGATE INDUSTRIES (UK) LIMITED, LEICESTERSHIRE, 
LE67 ITL, UNITED KINGDOM: 
2,429,377, PUB. 11-28-2000. INT. CL. 19. 
AGGREGATE TRANSPORT CORPORATION, HANOVER, MD: 
2,429,153, PUB. 11-28-2000. INT. CL. 39. 
AGL RESOURCES INC., ATLANTA, GA: 
2,429,828, PUB. 11-28-2000. INT. CL. 39. 
AGRIDATA RESOURCES, INC., MILWAUKEE, WI: 
1,128,432, CANC. INT. CL. 42. 
AGRIFOODS INTERNATIONAL COOPERATIVE 
BURNABY, BRITISH COLUMBIA, CANADA: 
1,812,323, CANC. INT. CL. 32 
AGWAY, INC., DEWITT, NY: 
1,811,825, CANC. INT. CL. 6. 
AIR DIMENSIONAL DESIGN, INC., LOS ANGELES, CA: 
2,429,524, PUB. 11-28-2000. INT. CL. 20. 
AIR FORCE MUSEUM FOUNDATION, INC., THE, WRIGHT-PAT- 
TERSON AFB, OH: 
1,128,007, CANC. INT. CL. 41. 
AIR MASTER CORPORATION, CORNWELLS HEIGHTS, PA: 
1,127,793, CANC. INT. CL. 6. 
AIR PACKAGING TECHNOLOGIES, INC., VALENCIA, CA: 
1,814,424, CANC. INT. CL. 16. 
AIR SERV GROUP, LLC, MENDOTA HEIGHTS, MN, AIR-VEND, 
INC., MENDOTA HEIGHTS, MN: 
1,567,989. REN. 1-11-01. INT. CL. 7. 
AIR-MAZE CORPORATION, STOW, OH, AIR-MAZE CORPORA- 
TION, CLEVELAND, OH: 
§23,115. REN. 1-12-01. U.S. CL. 31 (INT. CLS. 7 AND 11). 
AIRCEL CORPORATION, ALCOA, TN: 
2,430,188, INT. CL. 11. 
AIRFLOW SYSTEMS, INC., DALLAS, TX: 
1,616,613. REN. 1-9-01. INT. CL. 11. 
AIRPENE, LLC, BEVERLY HILLS, CA, SPORT AND MEDICS, 
INC., BEVERLY HILLS, CA: 
1,595,169. REN. 1-11-01. INT. CL. 10. 
AIRWAY INDUSTRIES, INC., ELLWOOD CITY PA: 
690,375, CANC. U.S. CL. 3. 
AIRWICK INDUSTRIES, INC., CARLSTADT, NJ: 
1,127,773, CANC. INT. CL. 5. 
AIWA CO., LTD., TOKYO, JAPAN: 
2,430,322, INT. CL. 9. 
AJINOMOTO KABUSHIKI KAISHA, CHUO-KU, TOKYO, JAPAN, 
DOING BUSINESS AS AJINOMOTO CO., INC.: 
897,968. REN. 1-9-01. U.S. CL. 46 (INT. CL. 30). 
AKAI MUSICAL INTRUMENT CORPORATION, FORT WORTH, 
TX, JACKSON/CHARVEL, INC., ONTARIO, CA: 
1,607,429. REN. 1-11-01. INT. CL. 15. 
AKHTAR INTERNATIONAL LTD., UNIONDALE, NY: 
1,812,264, CANC. INT. CL. 28. 
AKORN, INC., BUFFALO GROVE, IL: 
2,429,583, PUB. 11-28-2000. INT. CL. 5. 
2,429,584, PUB. 11-28-2000. INT. CL. 5. 
AKZONA INCORPORATED, ASHEVILLE, NC: 
1,128,287, CANC. INT. CL. 18. 
ALATEX SCIENTIFIC LTD. CO., HOUSTON, TX: 
2,429,225, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
5 AND 10. 
ALBERTO-CULVER COMPANY, MELROSE PARK, IL: 
1,570,561. REN. 1-10-01. INT. CL. 3. 
ALBRECHT, DOUGLAS C., EWA BEACH, HI, DBA MAN-O-WAR 
HANDBOARDS: 
1,572,150, CANC. INT. CL. 28. 
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ALCATEL ALSTHOM COMPAGNIE 
D’ELECTRICITE, 75008 PARIS, FRANCE: 
1,811,845, CANC. MULTIPLE CLASS, INT. CLS. 7, 9, 19, 
37 AND 42. 
ALCATEL CANADA INC., MARKHAM, ONTARIO, CANADA, 


CANADA WIRE AND CABLE LIMITED, DON MILLS, ON- 
TARIO, CANADA: 


1,602,012. REN. 1-10-01. INT. CL. 9. 
ALCO INDUSTRIES, INC., VALLEY FORGE, PA, MORTON 
PAINT COMPANY, STOCKTON, CA: 
1,600,157. REN. 1-9-01. INT. CL. 1. 
ALCOA, INC., PITTSBURGH, PA, ALUMINUM COMPANY OF 
AMERICA, PITTSBURGH, PA: 
1,597,449. REN. 1-9-01. INT. CL. 19. 
ALCON LABORATORIES, INC., FT. WORTH, TX: 
690,451, CANC. U.S. CL. 18. 
ALDERSON, DUNCAN W., LITITZ, PA: 
2,430,004, PUB. 11-28-2000. INT. CL. 41. 
ALDO E IVO PORTOLANO GUANTI SRL, NAPLES, ITALY: 
1,812,988, CANC. INT. CL. 25. 
ALEXANDER HAMILTON LIFE INSURANCE COMPANY OF 
AMERICA, FARMINGTON HILLS, MI: 
1,813,991, CANC. INT. CL. 35. 
ALFAC S.A., 1400 NIVELLES, BELGIUM: 
1,813,650, CANC. INT. CL. 16. 
ALFALFA NAIL SUPPLY, INC., BATON ROUGE, LA: 
2,429,599, PUB. 7-4-2000. INT. CL. 3. 
ALL AMERICAN MARKETING, INC., LARGO, FL: 
1,812,993, CANC. INT. CL. 25. 
1,813,786, CANC. INT. CL. 25. 
ALL SEASONS SERVICES, INC., BRAINTREE, MA: 
1,812,289, CANC. MULTIPLE CLASS, INT. CLS 
30. 
ALLBIZDEPOT.COM, MILPITAS, CA: 
2,429,699, PUB. 11-28-2000. INT. CL. 35. 
ALLEN AND PRICE ENTERPRISES, NORTHRIDGE, CA: 
1,812,996, CANC. INT. CL. 25. 
ALLEN TELECOM GROUP, INC., SOLON, OH: 
1,811,911, CANC. INT. CL. 9. 
ALLEN-BRADLEY COMPANY, LLC, MILWAUKEE, WI, 
PHOTOSWITCH INCORPORATED, CAMBRIDGE, MA: 
373,141. REN. 1-8-01. U.S. CL. 21 (INT. CL. 9) 
ALLEN, WINSTON, WESTPORT, CT: 
1,813,250, CANC. INT. CL. 40. 
ALLERGAN, INC., IRVINE, CA, ALLERGAN 
CEUTICALS, SANTA ANA, CA: 
880,774. REN. 1-11-01. U.S. CL. 18 (INT. CL. 5). 
ALLIANCE MARKETING INTERNATIONAL CORPORATION, 
TIBURON, CA: 
1,813,124, CANC. INT. CL. 36. 
ALLIANCE RESEARCH CORPORATION, CHATSWORTH, CA, 
DBA ORA ELECTRONICS: 
1,811,890, CANC. INT. CL. 9. 
ALLIED AMERICAN INSURANCE COMPANY, PARK RIDGE, 
IL: 
1,814,038, CANC. INT. CL. 36. 
ALLIED CHEMICAL INDUSTRY INC., MIAMI, FL: 
1,813,317, CANC. INT. CL. 3. 
ALLIED PAPER INCORPORATED, KALAMAZOO, MI: 
690,262, CANC. U.S. CL. 37. 
ALLIED STORES CORPORATION, NEW YORK, NY: 
690,590, CANC. U.S. CL. 39. 
ALLIED-SIGNAL INC., MORRISTOWN, NJ: 
1,811,875, CANC. INT. CL. 7. 
ALLISON, BILL W., ROSENBERG, TX: 
1,573,203, CANC. INT. CL. 12. 
ALLNET COMMUNICATION SERVICES, INC., BIRMINGHAM, 
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1,572,444, CANC. INT. CL. 38. 
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ALLSPORT PHOTOGRAPHY USA, INC., PACIFIC PALISADES, 
CA: 


2,429,291, PUB. 11-28-2000. INT. CL. 16. 
ALMA FOUNDATIONS, INC., BROOKLYN, NY: 
1,813,784, CANC. INT. CL. 25. 
ALMA-LEO U.S.A. INC., NORTHBROOK, IL: 
1,813,935, CANC. INT. CL. 30. 
ALPAY, METE H., EUNICE, LA: 
1,814,435, CANC. INT. CL. 16. 
ALPHA IMAGE LIMITED, NEWBURY, BERKSHIRE RG14 STN, 
ENGLAND: 
1,811,904, CANC. INT. CL. 9. 
ALPHA ODYSSEYS INC., BOULDER, CO: 
1,812,266, CANC. INT. CL. 28. 
ALPHA SOFTWARE CORPORATION, BURLINGTON, MA: 
1,603,558. REN. 1-12-01. INT. CL. 9. 
ALPHASTAFF, INC., HOUSTON, TX: 
1,814,010, CANC. INT. CL. 35. 
ALPHATEC RESEARCH INSTITUTE, LOS ANGELES, CA: 
1,811,816, CANC. INT. CL. 5. 
ALTSYS CORPORATION, RICHARDSON, TX: 
1,811,963, CANC. INT. CL. 9. 
ALUMINUM CHEMICALS, INC., HOUSTON, TX, DBA COAST- 
AL PRODUCTS & CHEMICALS: 
1,813,287, CANC. INT. CL. 1. 
ALUSUISSE ALUMINUM U.S.A. INC., FAIR LAWN, NJ: 
2,430,311, INT. CL. 6. 
ALVEMARKER, ARNE, S-24 021 LOEDDEKOEPINGE, SWEDEN: 
1,811,843, CANC. MULTIPLE CLASS, INT. CLS. 7 AND 11. 
ALVIN, DAVID, FLUSHING, NY: 
1,812,464, CANC. INT. CL. 41. 
AM-DON, CHICAGO, IL, DBA DONTECH: 
1,813,643, CANC. MULTIPLE CLASS, INT. CLS. 
35. 
AMAX INC., GREENWICH CT: 
690,088. CANC. U.S. CL. 14. 
690,089, CANC. U.S. CL. 14. 
AMBER AIR INTERNATIONAL LTD.. ROSEMONT, IL: 
1,814,095, CANC. INT. CL. 39. 
AMBIANCE FOOD PRODUCTS, INC., THIBODAUX, LA: 
1,813,892, CANC. INT. CL. 29. 
AMBRA INC., NEW YORK, NY FROM BROOKHURST, INC., 
COMPTON, CA: 
2,429,018, PUB. 11-28-2000. INT. CL. 25. 
AMBU INTERNATIONAL A/S, DK-2600 GLOSTRUP, DENMARK 
1,814,397, CANC. INT. CL. 10. 
AMERICA THE GREATEST, INC., SUNRISE, FL: 
1,573,314, CANC. INT. CL. 16. 
AMERICAN ACADEMY OF DERMATOLOGY. SCHAUMBURG, 
IL: 
2,430,464, INT. CL. 16. 
AMERICAN AIRLINES, DFW AIRPORT, TX: 
2,429,162, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
6, 9, 14, 16, 18, 20 AND 28. 
AMERICAN AIRLINES, INC., DFW AIRPORT, TX: 
2,430,468, INT. CL. 35. 
AMERICAN BANKERS ASSOCIATION, WASHINGTON, DC: 
1,814,178, CANC. INT. CL. 42. 
AMERICAN BUDDHIST SHIM GUM DO ASSOCIATION, BRIGH- 
TON, MA: 
1,722,646, CANC. INT. CL. 41. 
AMERICAN CANCER SOCIETY, INC., ATLANTA, GA: 
1,572,389, CANC. INT. CL. 36. 
AMERICAN CHEMICAL SOCIETY, WASHINGTON, DC: 
1,578,147. REN. 1-12-01. INT. CL. 38. 
AMERICAN CLUBS INTERNATIONAL, ADMIRALTY, HONG 
KONG: 
2,347,759, CANC. INT. CL. 41. 
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AMERICAN COLLEGE OF RHEUMATOLOGY, ATLANTA, GA: 
2,430,411, INT. CL. 41. 
AMERICAN COMMUNITY MUTUAL INSURANCE COMPANY, 
LIVONIA, MI: 
2,429,348, PUB. 11-28-2000. INT. CL. 36. 
AMERICAN CYANAMID COMPANY, WAYNE, NJ: 
1,812,683, CANC. INT. CL. 5. 
1,814,571, CANC. INT. CL. 5. 
AMERICAN DAIRY QUEEN CORPORATION, EDINA, MN: 
895,139. REN. 1-6-01. U.S. CL. 46 (INT. CL. 30). 
901,962. REN. 1-6-01. U.S. CL. 100 (INT. CL. 35). 
AMERICAN DOOR INSTITUTE, INC., HEYWORTH, IL: 
1,813,118, CANC. INT. CL. 35. 
AMERICAN FARM BUREAU FEDERATION, PARK RIDGE, IL: 
1,603,029. REN. 1-8-01. INT. CL. 42. 
AMERICAN FLANGE & MANUFACTURING CO., INC., CAROL 
STREAM, IL: 
1,811,820, CANC. INT. CL. 6. 
AMERICAN GI FORUM, MIGUEL HERNANDEZ, JR. MEMO- 
RIAL CHAPTER, SAN ANTONIO, TX: 
1,601,513. REN. 1-6-01. INT. CL. 42. 
AMERICAN GOLF SOLUTION, INC., SANTA FE SPRINGS, CA: 
2,430,308, INT. CL. 28. 
AMERICAN INTERNATIONAL GROUP, INC., NEW YORK, NY: 
2,429,612, PUB. 11-28-2000. INT. CL. 36. 
2,429,613, PUB. 11-28-2000. INT. CL. 36. 
AMERICAN INTERNATIONAL INDUSTRIES, LOS ANGELES, 
CA, JOHNSON & JOHNSON, NEW BRUNSWICK, NJ: 
520,283. REN. 1-8-01. U.S. CL. 5 (INT. CL. 5). 
AMERICAN LEGAL FORMS ENGRAVING PRINTING AND OF- 
FICE SUPPLIES, INC., CHICAGO, IL: 
1,608,215. REN. 1-8-01. INT. CL. 16. 
AMERICAN MANAGEMENT SYSTEMS, INC., ARLINGTON, VA: 
1,812,755, CANC. INT. CL. 9. 
AMERICAN MEDICAL RESPONSE, INC., AURORA, CO: 
2,429,030, PUB. 11-2-1999. MULTIPLE CLASS, INT. CLS. 
39 AND 42. 
AMERICAN MEDICAL SECURITY, INC., GREEN BAY, WI: 
1,814,045, CANC. INT. CL. 36. 
AMERICAN OPTOMETRIC ASSOCIATION, ST. LOUIS, MO: 
1,813,179, CANC. INT. CL. 42. 
AMERICAN PETROFINA, INCORPORATED, DALLAS, TX: 
1,127,767, CANC. INT. CL. 4. 
AMERICAN RESORT DEVELOPMENT ASSOCIATION, WASH- 
INGTON, DC: 
2,429,992, PUB. 11-28-2000. INT. CL. 42. 
AMERICAN SOCIETY FOR INVESTIGATIVE PATHOLOGY, 
INC., BETHESDA, MD: 
2,429,082, PUB. 11-28-2000. INT. CL. 42. 
AMERICAN SPEEDY PRINTING CENTERS, INC., TROY, MI: 
1,600,724, REN. 1-12-01. INT. CL. 16. 
AMERICAN STANDARD INC., NEW YORK, NY: 
1,812,413, CANC. INT. CL. 37. 
AMERICAN TELEPHONE AND TELEGRAPH COMPANY, NEW 
YORK, NY: 
1,368,196, CANC. INT. CL. 38. 
1,812,724, CANC. INT. CL. 9. 
1,813,419, CANC. INT. CL. 9. 
1,813,421, CANC. INT. CL. 9. 
AMERICAN TRADING AND PRODUCTION CORPORATION, 
BALTIMORE, MD: 
1,813,504, CANC. INT. CL. 9. 
AMERICAN TRAVEL SYSTEMS, INC., ELKHART, IN: 
1,812,053, CANC. INT. CL. 12. 
AMERICAN WALKER, INC., OREGON, WI: 
1,573,149, CANC. INT. CL. 10. 
AMERICORP INTERNATIONAL, INC., WATERFORD, MI: 
2,429,517, PUB. 11-28-2000. INT. CL. 9. 
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AMERISAFE INDUSTRIES, INC., MIAMI, FL: 
1,813,375, CANC. MULTIPLE CLASS, INT. CLS. 6 AND 9. 
AMERITECH CORPORATION, CHICAGO, IL: 
1,812,776, CANC. INT. CL. 9. 
AMETEK, INC., NEW YORK, NY: 
1,814,404, CANC. INT. CL. 11. 
AMFIT INC., SANTA CLARA, CA: 
2,430,236, MULTIPLE CLASS, INT. CLS. 7, 9, 10 AND 25. 
AMHERST PROCESS INSTRUMENTS, INC., HADLEY, MA: 
1,811,961, CANC. INT. CL. 9. 
AMI DODUCO GMBH, D-75181 PFORZHEIM, FED REP GER- 
MANY, DURRWACHTER, EUGEN, PFORZHEIM, FED REP 
GERMANY, DOING BUSINESS AS DR. EUGEN 


DURRWACHTER DODUCO AND _ BOSCH, EBERHARD, 
PFORZHEIM, FED REP GERMANY: 


886,862. REN. 1-8-01. U.S. CL. 52 (INT. CL. 3). 
AMICK’S SALAD DRESSINGS, INC., NORTH VERNON, IN: 
1,572,186, CANC. INT. CL. 29. 
AMKO PLASTICS INC., CINCINNATI, OH: 
1,575,064. REN. 1-6-01. INT. CL. 22. 
AMOCO OIL COMPANY, CHICAGO, IL: 
1,136,240. REN. 1-9-01. INT. CL. 24. 
1,136,241. REN. 1-9-01. INT. CL. 24. 
AMOS PRESS, INC., SIDNEY, OH: 
1,813,231, CANC. INT. CL. 16. 
AMPHENOL CORPORATION, WALLINGFORD, CT: 
2,430,110, PUB. 11-28-2000. INT. CL. 9. 
AMR SERVICES CORPORATION, DALLAS/FORT WORTH AIR- 
PORT, TX: 
1,812,411, CANC. INT. CL. 37. 
1,812,425, CANC. INT. CL. 39. 
1,812,494, CANC. INT. CL. 42. 
AMUROL PRODUCTS COMPANY, NAPERVILLE, IL: 
690,630, CANC. U.S. CL. 46. 
AMWAY CORPORATION, ADA, MI: 
898,919. REN. 1-6-01. U.S. CL. 52 (INT. CL. 3). 
AMWEX INC., AVON, CT: 
2,429,376, PUB. 11-28-2000. INT. CL. 33. 
ANAHEIM ANGELS L.P.. ANAHEIM, CA, GOLDEN WEST 
BASEBALL CO., ANAHEIM, CA: 
1,576,459. REN. 1-11-01. INT. CL. 25. 
1,576,460. REN. 1-11-01. INT. CL. 25. 
ANALOG DEVICES, INC., NORWOOD, MA: 
1,571,821, CANC. INT. CL. 16. 
ANCHOR HOCKING CORPORATION, FREEPORT, IL: 
1,812,958, CANC. INT. CL. 21. 
ANDCO ENVIRONMENTAL PROCESSES, INC., DEPEW, NY: 
1,127,850, CANC. INT. CL. 11. 
ANDERSEN CONSULTING, CHICAGO, IL: 
1,814,359, CANC. INT. CL. 9. 
ANDERSEN CORPORATION, BAYPORT, MN: 
896,729. REN. 1-12-01. U.S. CL. 12 (INT. CL. 19). 
ANDERSEN WORLDWIDE SOCIETE COOPERATIVE, 1215 GE- 
NEVA, 15, SWITZERLAND TO ARTHUR ANDERSEN & CO., 
SOCIETE COOPERATIVE, 1215 GENEVA 15, SWITZERLAND: 
2,364,783, COR. INT. CL. 35. 
ANDERSON CHEMICAL COMPANY, LITCHFIELD, MN: 
893,096. REN. 1-11-01. U.S. CL. 52 (INT. CLS. 3 AND 5). 
ANDERSON, DAVE, LOS ALTOS, CA: 
2,429,777, PUB. 11-28-2000. INT. CL. 16. 
ANDERSON, MARK L., SPRING VALLEY, WI: 
2,430,050, PUB. 11-28-2000. INT. CL. 24. 
ANDERSON, TOM, NEWBURY PARK, CA: 
1,600,708. REN. 1-9-01. INT. CL. 15. 
ANDERSON, WILLIAM ALLEN, ST LOUIS PARK, MN: 
2,430,457, INT. CL. 28. 
ANDREW CORPORATION, ORLAND PARK, IL: 
1,813,547, CANC. INT. CL. 9. 
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ANDREW JERGENS COMPANY, THE, CINCINNATI, OH: 
1,128,127, CANC. INT. CL. 3. 

ANDREW, JOSHUA AND ASSOCIATES, INC., TORRANCE, CA: 
2,429,090, PUB. 11-28-2000. INT. CL. 6. 

ANGELES METAL TRIM CO., LOS ANGELES, CA, DBA ANGE- 
LES METAL SYSTEMS: 

1,571,566, CANC. INT. CL. 6. 

ANGY’S FOOD PRODUCTS, INC., WESTFIELD, MA, DBA 
ANGY’S, ANGY’S TORTELLINI, INC., WEST SPRINGFIELD, 
MA: 

695,759. REN. 1-8-01. U.S. CL. 46 (INT. CL. 30). 

ANHEUSER-BUSCH, INCORPORATED, ST. LOUIS, MO: 

1,139,492. REN. 1-12-01. INT. CL. 41. 
2,429,959, PUB. 11-28-2000. INT. CL. 32. 
ANHOUSER-BUSCH, INCORPORATED, ST. LOUIS MO: 
690,651, CANC. U.S. CL. 48. 
ANIMAL911.COM, INC., CATAULA, GA: 
2,429,558, PUB. 11-28-2000. INT. CL. 35. 
ANR FREIGHT SYSTEM, INCORPORATED, GOLDEN, CO: 
1,812,430, CANC. INT. CL. 39. 
1,814,096, CANC. INT. CL. 39. 
ANSWER COMPUTER, INC., SUNNYVALE, CA: 
1,812,788, CANC. INT. CL. 9. 

ANTHEM HEALTH SYSTEMS, INC., INDIANAPOLIS, IN, DBA 

SPECIALTY CARE CENTER NETWORK: 
1,812,561, CANC. INT. CL. 42. 

ANTIQUE AND CLASSIC BOAT SOCIETY INC., THE, CLAY- 
TON, NY: 

2,429,893, PUB. 11-28-2000. INT. CL. 41. 

ANTONIO’S MANUFACTURING, INC., CRESSON, PA: 

1,595,025. REN. 1-9-01. INT. CL. 9. 

ANVIL KNITWEAR, INC., NEW YORK, NY, 
INCORPORATED, NEW YORK, NY: 

903,069. REN. 1-11-01. U.S. CL. 39 (INT. CL. 25). 
ANVIL KNITWEAR, INC., NEW YORK, NY, MCGREGOR COR- 
PORATION, NEW YORK, NY: 

1,619,239. REN. 1-11-01. INT. CL. 25. 

ANZAC TRAVEL INC., REDMOND, WA: 
1,814,526, CANC. INT. CL. 39. 

APA OPTICS, INC., BLAINE, MN: 
2,430,052, PUB. 11-28-2000. INT. CL. 14. 

APARTMENT LOCATORS OF AMERICA, INC., FREEPORT, IL: 
1,573,826, CANC. INT. CL. 36. 

APMA LEGAL & EDUCATION FOUNDATION, GREAT FALLS, 
VA: 

2,429,482, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
16, 41 AND 42. 
APOCALYPSE TECHNOLOGIES, 
VILLE, AL: 

2,429,518, PUB. 11-28-2000. INT. CL. 9. 

APOGEE, INC., KING OF PRUSSIA, PA: 
1,572,591, CANC. INT. CL. 42. 

APOLLO PLASTIC CORPORATION, JERSEY CITY, NJ: 
1,813,773, CANC. INT. CL. 22. 

APOLLON, INC., MALVERN, PA: 
1,812,671, CANC. INT. CL. 5. 
1,814,331, CANC. INT. CL. 5. 

APOTHECARY PRODUCTS, INC., BURNSVILLE, MN: 
1,573,140, CANC. INT. CL. 10. 

APPLE CAR RENTAL, INC., ALEXANDRIA, VA: 
1,589,362. REN. 1-11-01. INT. CL. 39. 

APPLE COMPUTER, INC., CUPERTINO, CA: 
1,813,628, CANC. INT. CL. 16. 

APPLICATION OF BLAIREX LABORATORIES, INC., COLUM- 
BUS, IN: 

1,611,852. REN. 1-10-01. INT. CL. 5. 

APPLIED BIOSYSTEMS, INC., FOSTER CITY, CA: 

1,813,263, CANC. INT. CL. 1. 


ANVIL BRAND, 


INCORPORATED, HUNTS- 


U.S. PATENT AND TRADEMARK OFFICE 


TMI 5 


APPLIED BIOSYSTEMS, INCORPORATED, FOSTER CITY, CA: 
1,813,460, CANC. INT. CL. 9. 
APPLIED CONCEPTS, INC., WARRENDALE, PA: 
2,430,244, INT. CL. 8. 
APPROACH TECHNOLOGY, INC., POST FALLS, ID: 
1,813,556, CANC. INT. CL. 9. 
AQUA VIE BEVERAGE CORPORATION, KETCHUM, ID: 
1,812,327, CANC. INT. CL. 32. 
1,813,957, CANC. INT. CL. 32. 
AQUENT, INC., BOSTON, MA: 
2,429,448, PUB. 11-28-2000. INT. CL. 35. 
ARA SERVICES, INC., PHILADELPHIA, PA: 
1,127,984, CANC. INT. CL. 37. 
ARAMBEL, S.A., 08021 BARCELONA, SPAIN: 
1,811,770, CANC. INT. CL. 3. 
ARANCIA INDUSTRIAL, S.A. DE C.V., QUADALAJARA, 
JALISCO, MEXICO: 
1,572,673, CANC. INT. CL. 1. 
ARCH ENVIRONMENTAL EQUIPMENT, INC., PADUCAH, KY: 
2,429,499, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
7 AND 9. 
ARCHITECTURAL WOODWORK INSTITUTE, ARLINGTON, VA: 
1,603,083. REN. 1-8-01. INT. CL. 42. 
1,603,086. REN. 1-6-01. INT. CL. 42. 
ARCO ELECTRONICS, INC., COMMACK NY: 
690,147, CANC. U.S. CL. 21. 
ARGIRO, KATHLIN, NEW YORK, NY: 
2,429,593, PUB. 11-28-2000. INT. CL. 25. 
ARGUS ASSET MANAGEMENT, INC., WILMINGTON, DE: 
1,813,681, CANC. INT. CL. 16. 
ARIS SOFTWARE, INC., BELLUVE, WA FROM NOETIX COR- 
PORATION, BELLEVUE, WA: 
2,430,186, INT. CL. 9. 
ARIZONA FALL LEAGUE, INC., THE, NEW YORK, NY: 
1,812,113, CANC. MULTIPLE CLASS, INT. CLS. 
25. 
ARJO LIMITED, GLOUCESTER GLI 2SL, ENGLAND: 
2,429,127, PUB. 11-28-2000. INT. CL. 10. 
ARMOUR HANDCRAFTS, INC., SECAUCUS, NJ: 
1,128,094, CANC. INT. CL. 26. 
1,128,452, CANC. INT. CL. 26. 
ARMOUR PHARMACEUTICAL COMPANY, COLLEGEVILLE, 
PA: 
1,599,160. REN. 1-11-01. INT. CL. 5S. 
ARMSTRONG AIR CONDITIONING INC., BELLEVUE, OH: 
2,429,325, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
7 AND Il. 
ARMSTRONG WORLD INDUSTRIES, INC., LANCASTER, PA: 
1,813,741, CANC. INT. CL. 19. 
ARNTIJEN, GERD, D-26180 RASTEDE, FED REP GERMANY: 
2,376,433, COR. MULTIPLE CLASS, INT. CLS. 6 AND 19. 
ARQUEST, INC., CRANBURY, NJ: 
1,813,645, CANC. INT. CL. 16. 
1,813,646, CANC. INT. CL. 16. 
1,813,647, CANC. INT. CL. 16. 
ARROWHEAD INDUSTRIAL WATER, INC., LINCOLNSHIRE, IL: 
1,812,852, CANC. INT. CL. 11. 
ART GROUP LIMITED, THE, LONDON NWI OTA, UNITED 
KINGDOM: 
2,429,511, PUB. 11-28-2000. INT. CL. 16. 
ART IN BLOOM CORPORATION, MINNEAPOLIS, MN: 
2,429,181, PUB. 6-6-2000. INT. CL. 35. 
ART MART, LTD., BOULDER, CO: 
1,815,238, CANC. INT. CL. 42. 
ART OPTICAL CONTACT LENS, INC., GRAND RAPIDS, MI: 
2,429,875, PUB. 11-28-2000. INT. CL. 9. 
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ARTCRAFT PRODUCTIONS INC., LOS ANGELES, CA FROM 
PARAMOUNT PICTURES CORPORATION, LOS ANGELES, 
CA: 

2,429,116, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
37 AND 39. 

ARTHUR ANDERSON & CO., CHICAGO, IL: 

1,128,267, CANC. MULTIPLE CLASS, INT. CLS. 
35. 

ARTHUR D. ROCKE AND THELMA T. ROCKE, DBA, T. P. 

U. COMPANY, RANCHO PALOS VERDES CA.: 
373,898, CANC. U.S. CL. 51. 

ARTHUR H. THOMAS COMPANY, SWEDESBORO, NJ, DBA 

THOMAS SCIENTIFIC: 
1,812,531, CANC. INT. CL. 42. 
ARTIN INDUSTRIAL CO., LTD., SANPOKONG, KOWLOON, 
HONG KONG: 
1,814,483, CANC. INT. CL. 28. 
ARTIS, KENNETH J., MADISON, WI: 
2,429,989, PUB. 11-28-2000. INT. CL. 42. 
ARTSPAN LLC, LAMBERTVILLE, NJ: 
2,430,029, PUB. 11-28-2000. INT. CL. 35. 
ARYAN CORPORATION, STERLING, VA: 
1,813,185, CANC. INT. CL. 42. 
ASCENT TECHNOLOGY, INC., CAMBRIDGE, MA: 
2,430,365, INT. CL. 9. 
ASHLAND INC., LEXINGTON, KY: 
2,429,392, PUB. 11-28-2000. INT. CL. 1. 
ASICS CORPORATION, HYOGO PREFECTURE, JAPAN: 
1,812,152, CANC. MULTIPLE CLASS, INT. CLS. 18, 22, 24, 
25 AND 28. 
ASK GROUP, INC., THE, MOUNTAIN VIEW, CA: 
1,812,796, CANC. INT. CL. 9. 
ASPEN LICENSING INTERNATIONAL, INC., WEST PALM 


BEACH, FL, HILB MANUFACTURING COMPANY, DENVER, 
Co: 


884,709. REN. 1-9-01. U.S. CL. 39 (INT. CL. 25). 
ASSEMBLED PRODUCTS CORPORATION, ROGERS, AR: 
2,430,250, INT. CL. 12. 
ASSEMBLED PRODUCTS CORPORATION, ROGERS, AR, DBA 
SPRAY MASTER TECHNOLOGIES: 
2,430,328, INT. CL. 7. 
2,430,334, INT. CL. 7. 
ASSETCARE, INC., ATLANTA, GA: 
1,814,035, CANC. INT. CL. 36. 
ASSOCIATED FARMS, INC., MIAMI, FL: 
2,429,829, PUB. 11-28-2000. INT. CL. 31. 
ASSOCIATED MATERIALS, INCORPORATED, AKRON, OH, 
DBA ALSIDE: 
1,812,171, CANC. INT. CL. 19. 
ASSOCIATION OF RECIPROCAL SAFETY COUNCILS, INC., 
TEXAS CITY, TX: 
2,429,323, PUB. 11-28-2000. INT. CL. 41. 
ASSOCIATION OF STATE AND PROVINCIAL PSYCHOLOGY 
BOARDS, MONTGOMERY, AL: 
1,812,450, CANC. MULTIPLE CLASS, INT. CLS. 41 AND 
42. 
ASSOCIATION SERVICES OF AMERICA, INC., FREDERICK, 
MD: 


16 AND 


2,430,549, MULTIPLE CLASS, INT. CLS. 35 AND 36. 
ASTRAL RESEARCH, INC., ROCKPORT, MA: 

1,814,164, CANC. INT. CL. 42. 
ASTRALLOY WEAR TECHNOLOGY CORPORATION, BIR- 


MINGHAM, AL, HARSCO CORPORATION, 
WORMLEYSBURG, PA: 


1,574,380. REN. 1-12-01. INT. CL. 7. 
ASTRO-MED, INC., WEST WARWICK, RI: 
1,621,005. REN. 1-12-01. INT. CL. 9. 
AT&T CORP., NEW YORK, NY: 
2,430,368, INT. CL. 38. 
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ATCHISON, TOPEKA & SANTA FE RAILWAY COMPANY, THE, 
SCHAUMBURG, IL: 
1,812,104, CANC. INT. CL. 16. 
ATELIER SYSTEMS, INC., SAN DIEGO, CA: 
1,814,363, CANC. INT. CL. 9. 
ATEN INTERNATIONAL CO., LTD., TAIPEI, TAIWAN: 
1,610,445. REN. 1-6-01. INT. CL. 9. 
ATKINSON & MULLEN TRAVEL, INC., NEWTOWN SQUARE, 
PA: 
1,814,092, CANC. INT. CL. 39. 
ATKINSON, HAL, FORT WAYNE, IN: 
1,814,274, CANC. INT. CL. 42. 
ATLANTIC COMPUTERTECH, INC., BROOKLYN, NY: 
2,429,130, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
35 AND 40. 
ATLANTIC CONSTRUCTION FABRICS, INC., RICHMOND, VA: 
1,571,929, CANC. INT. CL. 17. 
ATLANTIC MUTUAL COMPANIES, NEW YORK, NY: 
1,573,077, CANC. INT. CL. 9. 
ATLAS MILLENNIUM GOLF, LLC, BEVERLY HILLS, CA: 
2,429,394, PUB. 2-8-2000. INT. CL. 28. 
ATMOSPHERES, INC., BOSTON, MA: 
1,205,773, CANC. INT. CL. 42. 
ATRIUM WEST, WEST ORANGE, NJ: 
1,812,498, CANC. INT. CL. 42. 
ATTORNEYS ONLINE, INC., LAKE HELEN, FL: 
2,430,416, INT. CL. 35. 
AUBURN CHAMP, INC., AUBURN HILLS, MI: 
2,430,060, PUB. 11-21-2000. INT. CL. 36. 
AUCTIONS.COM LP, YALESVILLE, CT: 
2,429,697, PUB. 7-25-2000. INT. CL. 35. 
AUDIOVOX CORPORATION, HAUPPAUGE, NY: 
1,127,828, CANC. INT. CL. 9. 
AUSTIN PRODUCTIONS, INC., HOLBROOK, NY: 
1,812,695, CANC. INT. CL. 6. 
1,814,449, CANC. INT. CL. 19. 
AUTO GLASS WAREHOUSE, INC., PORTLAND, OR: 
2,430,567, INT. CL. 37. 
AUTO WAX COMPANY, INC., DALLAS, TX: 
2,429,514, PUB. 11-28-2000. INT. CL. 21. 
AUTODESK, INC., SAUSALITO, CA: 
1,814,576, CANC. INT. CL. 9. 
AUTOMATED TECHNOLOGY ASSOCIATES, INC., INDIANAP- 
OLIS, IN: 
1,571,660, CANC. INT. CL. 9. 
AUTOMATIC TECHNOLOGIES, INC., SOUTH BEND, IN: 
1,572,425, CANC. INT. CL. 37. 
AUTOMOTIVE INDUSTRIAL MARKETING CORPORATION, 
PORTLAND, OR, DBA AIMCO: 
1,637,402. REN. 1-12-01. INT. CL. 7. 
AUTOMOTIVE INTERNATIONAL, INC., CINCINNATI, OH: 
1,812,644, CANC. INT. CL. 3. 
AUTOMOTIVE SERVICE ASSOCIATION, BEDFORD, TX: 
2,430,021, PUB. 11-28-2000. INT. CL. 35. 
AUTOQUANT IMAGING, INCORPORATED, WATERVLIET, NY: 
2,429,619, PUB. 11-28-2000. INT. CL. 9. 
AVCO CORPORATION, GREENWICH, CT: 
1,127,968, CANC. INT. CL. 36. 
AVERY DENNISON CORPORATION, PASADENA, CA: 
1,812,912, CANC. INT. CL. 16. 
AVON PRODUCTS, INC., NEW YORK, NY: 
1,572,783, CANC. INT. CL. 3. 
2,430,361, INT. CL. 3. 
2,430,479, INT. CL. 3. 
2,430,497, INT. CL. 3. 
AVSC INTERNATIONAL, NEW YORK, NY: 
2,429,512, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
16 AND 42. 
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AWARE, INC., BEDFORD, MA: 
2,429,901, PUB. 11-28-2000. INT. CL. 9. 
AWI ACQUISITION COMPANY, SYLMAR, CA, DBA ALLIED 
INTERNATIONAL: 
2,430,280, INT. CL. 8. 
AWNINGS UNLIMITED, INC., ANNAPOLIS, MD, 


PARAPLYMARTEN AKTIEBOLAG, S-214 58 MALMO, SWE- 
DEN: 


1,135,177. REN. 1-8-01. INT. CL. 22. 
AXIOHM TRANSACTIONS SOLUTIONS, INC.. SAN DIEGO, CA: 
2,429,353, PUB. 11-28-2000. INT. CL. 9. 
AYURVEDA TRADITIONALS, L.L.C., ALPINE, UT: 
2,429,865, PUB. 11-28-2000. INT. CL. 5. 
2,429,866, PUB. 11-28-2000. INT. CL 
2,429,867, PUB. 11-28-2000. INT. CL. 
2,429,868, PUB. 11-28-2000. INT. CL. 
2,429,869, PUB. 11-28-2000. INT. CL. 
2,429,870, PUB. 11-28-2000. INT. CL. 
2,429,871, PUB. 11-28-2000. INT. CL. 
2,429,872, PUB. 11-28-2000. INT. CL. 5. 
B & H INDUSTRIES OF SOUTHWEST FLORIDA, INC., FT. 
MYERS, FL: 
1,812,159, CANC. INT. CL. 19. 
B & R ADVENTURERS, INC., DALLAS, TX: 
1,813,828, CANC. INT. CL. 25. 
B. DALTON BOOKSELLER, INC., NEW YORK, NY: 
1,814,553, CANC. INT. CL. 42. 
B. GREEN & CO., INC., BALTIMORE, MD: 
1,128,037, CANC. INT. CL. 42. 
B.G.M. FASTENER CO., INC., HONESDALE, PA: 
2,430,423, INT. CL. 6. 
B.S., INC., MT. PLEASANT, SC, DBA CHARLESTON ICE 
CREAM CO.: 
1,813,913, CANC. INT. CL. 30. 
B&G FOODS, INC., PARSIPPANY, NJ: 
2,429,818, PUB. 11-28-2000. INT. CL. 28. 
B&H MILLWORK, INC., FALMOUTH, VA: 
1,812,936, CANC. INT. CL. 19. 
BABSON-UNITED INVESTMENT ADVISORS, INC., WELLES- 
LEY HILLS, MA: 
1,813,692, CANC. INT. CL. 16. 
BACK BUILDER, INC., COLLINSVILLE, IL: 
2,429,728, PUB. 11-28-2000. INT. CL. 28. 
2,429,732, PUB. 11-28-2000. INT. CL. 28. 
BACK IN THE BLACK, LTD., NEW YORK, NY: 
1,813,808, CANC. INT. CL. 25. 
BAHAMA CITRUS GROWERS, LTD., ORLANDO, FL: 
1,814,595, CANC. INT. CL. 31. 
BAILEY, BYRON, CARROLTON, VA: 
1,812,461, CANC. INT. CL. 41. 
BAJER DESIGN & MARKETING, INC., WAUKESHA, WI: 
2,430,452, INT. CL. 21. 
BAKER INDUSTRIES, INC., PARSIPPANY, NJ: 
1,813,514, CANC. MULTIPLE CLASS, INT. CLS. 9, 37 AND 
42. 
BAKER, JOO H., ALEXANDRIA, VA: 
1,814,200, CANC. INT. CL. 42. 
BALDOR ELECTRIC COMPANY, FORT SMITH, AR: 
2,429,063, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
24 AND 28. 
BALDWIN RICHARDSON FOODS CO., MATTESON, IL, RICH- 
ARDSON FOODS CORPORATION, MACEDON, NY: 
1,602,627. REN. 1-601. INT. CL. 30. 
BALENT, JIM, BROADHEADSVILLE, PA: 
2,429,831, PUB. 11-28-2000. INT. CL. 16. 
BALL ENTERPRISES, INC., ALBUQUERQUE, NM: 
1,128,033, CANC. INT. CL. 42. 
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BALL HORTICULTURAL COMPANY, WEST CHICAGO, IL: 
2,430,221, INT. CL. 31. 
BALLACK CORPORATION, OAKHURST, NJ: 
1,814,314, CANC. INT. CL. 3. 
BALLETTO, JOHN G., SANTA ROSA, CA, DBA BALLETTO 
RANCH: 
2,429,039, PUB. 11-28-2000. INT. CL. 31. 
BALLY MANUFACTURING CORPORATION, CHICAGO, IL: 
1,812,779, CANC. INT. CL. 9. 
BALTIMORE CHILDREN’S MUSEUM, INC., THE, BALTIMORE, 
MD: 


2,430,255, INT. CL. 41. 
2,430,256, INT. CL. 41. 

BANGOR PUNTA CORPORATION, GREENWICH, CT: 
1,127,835, CANC. INT. CL. 9. 

BANNON, LAIF W., LEAWOOD, KS: 
2,430,262, INT. CL. 35. 

BANQUE CONTEMPO CORP., SEAL BEACH, CA: 
2,429,069, PUB. 11-28-2000. INT. CL. 42. 

BANQUE POUR L’EUROPE S.A. - EUROPA BANK AG, LUXEM- 
BOURG, LUXEMBOURG: 

1,614,200. REN. 1-12-01. INT. CL. 36. 

BARASZU, ROBERTA, PLYMOUTH, MI, DBA NIMBLE NEE- 
DLE: 

1,590,358. REN. 1-10-01. INT. CL. 28. 

BARBIZON INTERNATIONAL, INC., NEW YORK, NY: 
1,128,290, CANC. INT. CL. 18. 

BARCLAYS GLOBAL INVESTORS, N.A., SAN FRANCISCO, CA: 
2,429,980, PUB. 11-28-2000. INT. CL. 36. 

BARKMAN, DONALD F., KNOXVILLE, TN, DBA THE BUSI- 
NESS CENTER: 

1,614,814. REN. 1-10-01. INT. CL. 16. 

BARLOK, TODD, IRVINE, CA: 

2,430,393, INT. CL. 41. 
BARNARD, CRAIG, WINNETKA, IL: 
1,813,038, CANC. INT. CL. 28. 
BARON, YVES, QUEBEC CITY, PROVINCE OF QUEBEC, CAN- 
ADA: 
1,812,020, CANC. INT. CL. 11. 
BARRETO MANUFACTURING, INC., LAGRANDE, OR: 
2,430,261, INT. CL. 7. 
BARTH, STEPHEN MICHAEL, SAN DIEGO, CA: 
2,429,588, PUB. 11-28-2000. INT. CL. 25. 

BASF AKTIENGESELLSCHAFT, LUDWIGSHAFEN AM RHEIN, 
FED REP GERMANY, GADISCHE ANILIN- & SODA-FABRIK 
AKTIENGESELISCHAFT, LUDWIGSHAFEN (RHINE), FED 
REP GERMANY: 

697,658. REN. 1-8-01. U.S. CL. 6 (INT. CL. 1). 
BASF AKTIENGESELLSCHAFT, LUDWIGSHAFEN AM RHEIN, 
FED REP GERMANY: 

1,623,245. REN. 1-8-01. INT. CL. 5. 

BASS CREATIONS PRODUCTIONS, INC., SCOTTSDALE, AZ: 
1,811,967, CANC. INT. CL. 9. 

BAUERFEIND GMBH & CO., KEMPEN, FED REP GERMANY: 
1,571,723, CANC. INT. CL. 10. 

BAUSCH & LOMB INCORPORATED, ROCHESTER, NY: 
1,813,562, CANC. INT. CL. 9. 

BAXTER DIAGNOSTICS INC., DEERFIELD, IL: 

1,811,743, CANC. MULTIPLE CLASS, INT. CLS. 1, 5, 9 AND 
10. 
BAY VILLAGE FOODS, {NC., RICHMOND, CA: 
2,429,665, PUB. 11-28-2000. INT. CL. 5. 
BAYBANKS, INC., BOSTON, MA: 
1,572,384, CANC. INT. CL. 36. 

BAYER CORPORATION, ELKHART. IN FROM CHIRON 

DIAGNOSTICS CORPORATION, MEDFIELD, MA: 
2,429,054, PUB. 11-28-2000. INT. CL. 9. 
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BEACH, DARYL RAYMOND, ATAMI-SHI, SHIZUOKA-PREF., 
JAPAN: 


1,812,003, CANC. INT. CL. 10. 


BEALL’S OUTLET STORES, INC., BRADENTON, FL: 
2,388,008, COR. INT. CL. 25. 


BEAR U.S.A., INC., NORWOOD, NJ: 
2,429,029, PUB. 8-1-2000. MULTIPLE CLASS, INT. CLS. 18 
AND 25. 


BEAR, PATRICIA, SCOTTSDALE, AZ: 
2,430,458, INT. CL. 42. 

BEAUTIFUL IMAGE COSMETICS, LLC, SAN DIEGO, CA: 
2,430,292, INT. CL. 3. 


BECK, C GORDON, III, PRINCETON, NJ: 
2,429,983, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
35 AND 41. 


BECKMAN PRODUCE, INC., ST. PAUL, MN: 
1,813,084, CANC. INT. CL. 29. 


BED & BATH, INC.. WEATHERFORD, TX: 
1,813,178, CANC. INT. CL. 42. 


BEDTIME STORY FASHIONS, INC., BELTON, MO: 
$28,732, CANC. U.S. CL. 39. 
BEEBE, JACQULIN R., TULSA, OK AND FONDREN, TONYA 
J., TULSA, OK: 
1,813,885, CANC. INT. CL. 29. 


BEHAR, ROCHELLE, NEW YORK, NY: 
2,430,041, PUB. 11-28-2000. INT. CL. 14. 
BEIERSDORF AKTIENGESELLSCHAFT, D-2000 HAMBURG, 
FED REP GERMANY: 
1,814,391, CANC. INT. CL. 10. 
BELAE BRANDS, INC., PHOENIX, AZ FROM BELAE BRANDS, 
L.L.C., PHOENIX, AZ: 
2,430,237, INT. CL. 4. 
BELDING LILY COMPANY, SHELBY N.C-.: 
690,608, CANC. U.S. CL. 43. 


BELL ATLANTIC CORPORATION, PHILADELPHIA, PA: 
1,813,145, CANC. INT. CL. 38. 
BELLA ARTS ENTERTAINMENT COMPANY, INC., CIN- 
CINNATI, OH: 
1,907,689, CANC. INT. CL. 41. 
BELMONTCORP, HOUSTON, TX: 
2,429,205, PUB. 11-28-2000. INT. CL. 42. 
BELO COMPANY, THE, WILMINGTON, DE, WFAA TELE- 
VISION, INC., DALLAS, TX: 
1,636,411. REN. 1-8-01. INT. CL. 41. 
1,641,610. REN. 1-8-01. INT. CL. 41. 


BELVEDERE, 21200 BEAUNE, FRANCE: 
2,429,046, PUB. 7-21-1998. INT. CL. 33. 


BEMAN, 69100 VILLEURBANNE, FRANCE: 
1,813,031, CANC. INT. CL. 28. 


BEMIS COMPANY, INC., MINNEAPOLIS, MN: 
1,812,896, CANC. INT. CL. 16. 
BEN DUN, SCIO, OR: 
2,430,223, INT. CL. 6. 
BEN’S KOSHER DELI AND RESTAURANT CORP., HICKS- 
VILLE, NY: 
1,825,542, CANC. MULTIPLE CLASS, INT. CLS. 41 AND 
42. 


BENDIEN B.V., NAARDEN THE NETHERLANDS: 
373,704, CANC. U.S. CL. 10. 
BENINCA, S.R.L., 36073 CORNEDO VICENTINO (VICENZA), 
ITALY: 
1,813,623, CANC. INT. CL. 14. 


BERAL CORPORATION, DANBURY CONN.: 
690,258, CANC. U.S. CL. 37. 
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BERES EXPORT-IMPORT RT., BUDAPEST XI., HUNGARY: 
1,812,658, CANC. INT. CL. 5. 
BERGE, ZANE L., COLUMBIA, MD: 
2,430,578, INT. CL. 41. 
BERKELEY PLANTATION, L.P., LLP, RICHMOND, VA: 
2,429,644, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
35 AND 41 
BERKLAND, JENNY, AMES, IA: 
2,429,302, PUB. 11-28-2000. INT. CL. 42. 
BERKLEY, SPIRIT LAKE, IA: 
1,568,574. REN. 1-11-01. INT. CL. 28. 
BERKLINE CORPORATION, THE, MORRISTOWN, TN: 
1,128,299, CANC. INT. CL. 20. 
BERNATH, DAVID, COLUMBIA, TN: 
1,812,995, CANC. INT. CL. 25. 
BERNHARDT, DAVID A., WASHINGTON TOWNSHIP, MI FROM 
2-N-L GRIP INC., CHESTERFIELD, MI: 
2,429,454, PUB. 11-28-2000. INT. CL. 28. 
BERNIER & ASSOCIATES, INC., TOPSFIELD, MA TO BERNIER 
& ASSOCIATES, INC., TOPSFIELD, MA: 
2,401,272, COR. INT. CL. 9. 
BEROL CORPORATION, BRENTWOOD, TN: 
1,571,920, CANC. INT. CL. 16. 
1,813,857, CANC. INT. CL. 28. 
BEROL CORPORATION, BELLWOOD, IL FROM NEWELL OF- 
FICE PRODUCTS, INC., MADISON, WI: 
2,430,304, INT. CL. 18. 
BERRY, GEORGE, ATLANTA, GA: 
2,430,119, PUB. 11-28-2000. INT. CL. 41. 
BESCO USA INTERNATIONAL, ORANGE, CA: 
1,813,863, CANC. INT. CL. 28. 
BESO BIOLOGICAL RESEARCH CENTER, INC., MONTEREY 
PARK, CA: 
1,812,618, CANC. MULTIPLE CLASS, INT. CLS. 3 AND 5. 
BEST BUDDIES INTERNATIONAL, INC., MIAMI, FL: 
2,429,863, PUB. 10-10-2000. INT. CL. 36. 
BESTFORM FOUNDATIONS, INC., LONG ISLAND CITY, NY: 
690,307, CANC. U.S. CL. 39. 
690,308, CANC. U.S. CL. 39. 
BESTOLIFE CORPORATION, DALLAS, TX: 
1,137,526. REN. 1-9-01. INT. CL. 1. 
1,137,527. REN. 1-11-01. INT. CL. 1. 
1,137,528. REN. 1-11-01. INT. CL. 1. 
1,137,529. REN. 1-11-01. INT. CL. 1. 
1,142,172. REN. 1-9-01. INT. CL. 1. 
BETHLEHEM MUSIKFEST ASSOCIATION, BETHLEHEM, PA: 
1,573,545. REN. 1-601. INT. CL. 25. 
BETTA PRODUCTS INC., OXNARD, CA: 
1,812,258, CANC. INT. CL. 28. 
BEUL, DOUGLAS WAYNE, JEFFERSON CITY, MO: 
2,429,523, PUB. 11-28-2000. INT. CL. 21. 
BEVERAGE CANNERS INTERNATIONAL CORPORATION, 
MIAMI, FL: 
2,429,055, PUB. 11-28-2000. INT. CL. 32. 
BEVERLY ENTERPRISES, INC., FORT SMITH, AR: 
2,429,355, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
35 AND 42. 
2,429,357, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
35 AND 42. 
BEXAR COUNTY 4H YOUTH DEVELOPMENT, SAN ANTONIO, 
TX: 
2,429,930, PUB. 11-28-2000. INT. CL. 30. 
BHA GROUP HOLDINGS, INC., KANSAS CITY, MO: 
2,430,397, INT. CL. 7. 
BHG, INC., LAWRENCEBURG, IN, DBA INSPIRATIONS: 
2,240,082, CANC. INT. CL. 16. 





FEBRUARY 20, 2001 


BHP TRANSPORT PTY 
AUSTRALIA: 
2,429,372, PUB. 11-28-2000. INT. CL. 36 
BI INCORPORATED, BOULDER, CO: 
1,812,734, CANC. INT. CL. 9. 
BI-LO, INC., MAULDIN, SC: 
2,430,190, INT. CL. 21. 
BIC CORPORATION, MILFORD, CT: 
1,812,917, CANC. INT. CL. 16 
1,813,972, CANC. INT. CL. 34. 
BICCHIERI FOOD COMPANY, INC., RIVIERA BEACH, FL 
1,813,091, CANC. INT. CL. 30. 
BIG O TIRES, INC., ENGLEWOOD, CO: 
1,611,160. REN. 1-11-01. MULTIPLE CLASS, INT. CLS. 12 
AND 42. 
BIG RIVER INDUSTRIES, INC.. BATON ROUGE, LA, 


TOMBIGBEE LIGHTWEIGHT AGGREGATE CORPORATION, 
LIVINGSTON, AL: 


894,370. REN. 1-12-01. U.S. CL. 1 (INT. CL. 19). 
BILL COMMUNICATINS, INC., MINNEAPOLIS, MN, LAKE- 
WOOD PUBLICATIONS INC., MINNEAPOLIS, MN 
1,600,765. REN. 1-12-01. INT. CL. 16. 
BILL COMMUNICATIONS, INC... NEW YORK, NY: 
1,812,768, CANC. INT. CL. 9 
BILL GLAZER & ASSOCIATES, INC., LOS ANGELES, CA: 
1,600,875. REN. 1-8-01. INT. CL. 20. 
BILLINGS ASSOCIATES, BILLINGS, MT: 
1,812,385, CANC. INT. CL. 36 
BILLY BOB TEETH, INC., ST. PAUL, MN: 
2,429,371, PUB. 11-28-2000. INT. CL. 10. 
BILTMORE COMPANY, THE, ASHEVILLE, NC, AKA BILT- 
MORE ESTATE: 
2,429,894, PUB. 11-28-2000. INT. CL. 33. 
BIO-RAD LABORATORIES, INC., HERCULES, CA: 
1,814,574, CANC. INT. CL. 9 
BIOMADE PLASTICS, INC., DOYLESTOWN, PA: 
2,429,120, PUB. 7-20-1999. INT. CL. 12. 
BIOMED SCIENTIFIC, INC., GLASTONBURY, CT: 
1,811,813, CANC. INT. CL. 5. 
BIOMET, INC., WARSAW, IN, ORTHOPEDIC EQUIPMENT COM- 
PANY, INC., BOURBON, IN: 
1,135,667. REN. 1—9-01. INT. CL. 10. 
BIOSAFETY SYSTEMS, INCORPORATED, SAN DIEGO, CA: 
1,812,846, CANC. INT. CL. 10. 
BIOSCIENCES CORPORATION, ROCKVILLE, MD: 
2,430,477, INT. CL. 42. 
BIOTEC INCORPORATED, ZEELAND, MI: 
1,622,311. REN. 1-9-01. INT. CL. 10. 
BIOVATION INCORPORATED, EMERYVILLE, CA: 
1,128,209, CANC. INT. CL. 9. 
BIRCH TREE GROUP LTD., PRINCETON, NJ: 
690,566, CANC. U.S. CL. 38. 
BIRTHMOTHER MINISTRIES, INC., MCLEAN, VA: 
2,430,310, INT. CL. 16. 
BISHOP, DAVID L., RANCHO SANTA MARGARITA, CA: 
2,429,658, PUB. 11-28-2000. INT. CL. 35. 
BITTIME.COM, MIAMI, FL: 
2,430,002, PUB. 11-28-2000. INT. CL. 35. 
BIX MANUFACTURING COMPANY, INC., ASHLAND CITY, TN: 
1,812,591, CANC. MULTIPLE CLASS, INT. CLS. 3 AND 5. 
BK OPTICAL USA, INC., ATTLEBORO, MA: 
2,429,572, PUB. 7-25-2000. INT. CL. 9. 
BLACK BUTTERFLY PUBLISHING & MARKETING, CLAYTON, 
OH: 
2,430,242, INT. CL. 41. 


LIMITED, MELBOURNE, VICTORIA, 


BLACK ENTERTAINMENT TELEVISION, INC., WASHINGTON, 
DC: 


2,353,346, CANC. INT. CL. 41. 
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BLACK HILLS JEWELRY MANUFACTURING COMPANY, 
RAPID CITY, SD: 


1,812,880, CANC. INT. CL. 14. 
BLAIR HOLDINGS INC., NEWARK, DE, NEW PROCESS COM- 
PANY, WARREN, PA: 
1,584,039. REN. 1-11-01. INT. CL. 42. 
BLEVINS CONCESSION SUPPLY COMPANY, TAMPA, FL 
1,813,894, CANC. INT. CL. 29. 
BLIMPIE INTERNATIONAL, INC., NEW YORK, NY: 
2,430,333, MULTIPLE CLASS, INT. CLS. 29, 30 AND 42. 
BLINTZ BROTHERS, INC., BRICKTOWN, NJ: 
1,813,943, CANC. INT. CL. 30. 
BLOCK DRUG COMPANY, INC., JERSEY CITY, NJ: 
1,813,320, CANC. INT. CL. 3. 
BLOCK MEDICAL, INC., CARLSBAD, CA: 
1,813,587, CANC. INT. CL. 10. 
BLOM, DAN LENNART, LOS ANGELES, CA: 
2,430,402, INT. CL. 21. 
BLUE CROSS OF MASSACHUSETTS, INC., BOSTON, MA AND 
BLUE SHIELD OF MASSACHUSETTS, INC., BOSTON, MA: 
1,128,050, CANC. INT. CL. 42. 
BLUE DIAMONDS JEWELLERY WORLDWIDE LTD., INDUS- 
TRIAL PROMOTION ZONE, KATUNAYAKE, SRI LANKA: 
1,812,069, CANC. INT. CL. 14. 
BLUE DOT SERVICES INC., SUNRISE, FL: 
2,429,362, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
37 AND 42. 
BMG MUSIC, NEW YORK, NY: 
1,598,288. REN. 1-10-01. INT. CL. 9. 
BOBBI BROWN PROFESSIONAL COSMETICS, 
YORK, NY: 
2,430,085, PUB. 11-28-2000. INT. CL. 3. 
BODY FITNESS PRODUCTS, INC., MIAMI, FL: 
2,430,466, INT. CL. 3. 
BODYGUARD TECHNOLOGIES, INC., BOULDER, CO: 
1,814,182, CANC. INT. CL. 42. 
BOEHRINGER INGELHEIM VETMEDICA GMBH, 
INGELHEIM AM RHEIN, FED REP GERMANY: 
2,429,487, PUB. 8-1-2000. INT. CL. 5. 
BOLSAS MONTERREY, S.A. DE C.V., NUEVO LEON, MEXICO: 
1,571,853. REN. 1-6-01. INT. CL. 16. 
BOLT MANUFACTURING CO.INC., HOUSTON, TX, DBA 
WALKER BOLT MANUFACTURING CO.: 
1,811,830, CANC. INT. CL. 6. 
BOLTA, CHARLES, FORT COLLINS, CO: 
2,429,387, PUB. 11-28-2000. INT. CL. 10. 
BONAT, INC., WEST PATERSON N.J.: 
690,711, CANC. U.S. CL. 51. 
BONELLI, JONATHAN J., NEW YORK, NY 
2,430,211, INT. CL. 21. 
BONUS CROP FERTILIZER, INC., BAY CITY, TX: 
2,429,790, PUB. 11-28-2000. INT. CL. 1. 
BOOK PUBLISHING COMPANY, SEATTLE, WA: 
1,627,531. REN. 1-9-O0l. MULTIPLE CLASS, INT. CLS. 35 
AND 41. 
BOONE/NARRAGANSETT PUBLISHING OF MICHIGAN, LP., 
PROVIDENCE, RI: 
1,571,828, CANC. INT. CL. 16. 
1,571,829, CANC. INT. CL. 16. 
BOOT ROYALTY COMPANY, FORT WORTH, TX: 
1,812,587, CANC. MULTIPLE CLASS, INT. CLS. 3, 21 AND 
25. 
BOOTS COMPANY PLC, THE, NOTTINGHAM 
UNITED KINGDOM: 
1,813,357, CANC. INT. CL. 5. 
BORDEN, INC., COLUMBUS OH: 
128,224, CANC. U.S. CL. 46. 
BORLAND INTERNATIONAL, INC., SCOTTS VALLEY, CA: 
1,812,750, CANC. INT. CL. 9. 


INC., NEW 


$5216 
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BOSTIK INC., MIDDLETON, MA, BOSTIK INC., MIDDLETON, 
MA: 


1,605,189. REN. 1-12-01. INT. CL. 1. 
BOSTON & PACIFIC COMPANY, INC., THE, BOSTON, MA: 
1,813,583, CANC. INT. CL. 10. 
BOSTON BEER COMPANY LIMITED PARTNERSHIP, BOSTON, 
MA, DBA THE BOSTON BEER COMPANY: 
1,597,742. REN. 1-10-01. INT. CL. 32. 
BOTANICALS, INC., WAYLAND, MA: 
1,813,560, CANC. INT. CL. 9. 
BOUNCE, INC., LAKEWOOD, CO, DBA THE KONG COMPANY: 
1,812,577, CANC. MULTIPLE CLASS, INT. CLS. 16 AND 
28. 
BOWLES, WILLIAM K., TORONTO, ONTARIO, CANADA: 
1,571,718, CANC. INT. CL. 9. 
BOY SCOUTS OF AMERICA, IRVING, TX: 
1,608,231. REN. 1-11-01. INT. CL. 16. 
BOYD COFFEE COMPANY, PORTLAND, OR: 
1,574,072, CANC. INT. CL. 30. 
BOYER, DANIELLE, 92100 BOULOGNE-BILLANCOURT, 
FRANCE: 
1,814,329, CANC. INT. CL. 5. 
BP CHEMICALS INC., CLEVELAND, OH: 
1,812,939, CANC. INT. CL. 19. 
BR CONSULTING, INC., MESA, AZ: 
2,429,804, PUB. 11-28-2000. INT. CL. 41. 
BRAATZ ENTERPRISES, INC., EDEN, WI: 
1,813,399, CANC. INT. CL. 8. 
BRACH VAN HOUTEN HOLDING INC., OAKBROOK TERRACE, 
IL: 
1,813,097, CANC. INT. CL. 30. 
BRADLEY PHARMACEUTICALS, INC., FAIRFIELD, NJ: 
1,814,570, CANC. INT. CL. 5. 
BRAGA ORIS ASSOCIATES, LLC, NEW YORK, NY: 
2,430,126, PUB. 11-28-2000. INT. CL. 42. 
BRAIN STORE, INC., THE, SAN DIEGO, CA: 
2,430,003, PUB. 11-28-2000. INT. CL. 41. 
BRANDS, THOMAS N., IOWA CITY, IA: 
2,430,006, PUB. 11-28-2000. INT. CL. 41. 
BRASKING, INC., VERNON, CA: 
1,813,822, CANC. INT. CL. 25. 
BREARLEY COMPANY, THE, ROCKFORD, IL: 
690,210, CANC. U.S. CL. 26. 
BREAST CANCER ACTION, SAN FRANCISCO, CA: 
2,429,684, PUB. 11-28-2000. INT. CL. 42. 
BREEN, BARBARA A., CHICAGO, IL, DBA ONE OF A KIND 
ENTERTAINMENT AGENCY: 
1,620,323. REN. 1-9-01. INT. CL. 35. 
BRICKLEY, JAMES L., ANACONDA, MT: 
2,430,528, INT. CL. 11. 
BRIGHTLANE.COM, INC., ALPHARETTA, GA: 
2,429,958, PUB. 11-28-2000. INT. CL. 35. 
BRINK'S NETWORK, INC., WILMINGTON, DE, BRINKS, IN- 
CORPORATED, CHICAGO, IL: 
529,622. REN. 1-8-01. U.S. CL. 101 (INT. CL. 35). 
BRINKER RESTAURANT CORPORATION, DALLAS, TX: 
1,947,783, CANC. INT. CL. 30. 
BRINKER, SHERIDAN F, OROVILLE, CA: 
2,430,486, INT. CL. 28. 
BRISTOL PRODUCTS, L.P., BRISTOL, IN: 
1,813,713, CANC. INT. CL. 17. 
BRISTOL-MYERS SQUIBB COMPANY, NEW YORK, NY: 
2,430,282, INT. CL. 41. 
BRITANNIA INVESTMENT CORPORATION, SAN DIEGO, CA: 
2,429,910, PUB. 11-28-2000. INT. CL. 16. 
BRITISH TELECOMMUNICATIONS PUBLIC LIMITED COM- 
PANY, LONDON, ECIA 7AJ, ENGLAND: 
2,345,151, CANC. MULTIPLE CLASS, INT. CLS. 38 AND 
39. 
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2,345,152, CANC. MULTIPLE CLASS, INT. CLS. 38 AND 
39. 
BROADPOINT COMMUNICATIONS, LANDOVER, MD: 
2,430,238, MULTIPLE CLASS, INT. CLS. 35 AND 38. 
BROCATO INTERNATIONAL, INC., BATON ROUGE, LA: 
1,572,745, CANC. INT. CL. 3. 
BROCKTON PLASTICS INC., BROCKTON, MA, DBA THE 
REXTRUDE COMPANY AND THE REXTRUDE CO.: 
1,127,915, CANC. INT. CL. 25. 
BRONCO FILM GROUP, INC., LOS ANGELES, CA: 
1,813,169, CANC. INT. CL. 41. 
BRONCO WINE COMPANY, CERES, CA, DBA MONTPELIER 
VINEYARDS: 
1,572,297, CANC. INT. CL. 33. 
BROOKHURST, INC.: See— 
AMBRA INC. 
BROOKS SPORTS, INC., SEATTLE, WA: 
1,812,932, CANC. INT. CL. 18. 
BROTHERTON, WILLIAM J., MIAMI, FL: 
1,128,409, CANC. INT. CL. 33. 
BROWN & WILLIAMSON TOBACCO CORPORATION, LOUIS- 
VILLE, KY: 
2,394,628, COR. INT. CL. 21. 
BROWN GROUP, INC., ST. LOUIS, MO: 
1,812,990, CANC. INT. CL. 25. 
BROWN, RICHARD A., MARINA DEL REY, CA: 
1,812,462, CANC. INT. CL. 41. 
BROWNELL & COMPANY INCORPORATED, MOODUS, CT: 
690,396, CANC. U.S. CL. 7. 
BRUCE HARDWOOD FLOORING L.P., 
ANGLE PACIFIC CORP., DALLAS, TX: 
1,585,680. REN. 1-12-01. INT. CL. 19. 
BRUCIA, LAWRENCE, SAN ANSELMO, CA: 
1,609,972. REN. 1-12-01. INT. CL. 30. 
BRUKER MEDICAL S.A., 67160 WISSEMBOURG, FRANCE: 
2,429,254, PUB. 8-1-2000. INT. CL. 10. 
BRUNDAGE, STORY AND ROSE, NEW YORK, NY: 
1,812,392, CANC. INT. CL. 36. 
BRUNSCHWIG CHEMIE B.V., AMSTERDAM, NETHERLANDS: 
1,571,469, CANC. INT. CL. 1. 
BRUNSWICK CORPORATION, LAKE FOREST, IL: 
2,429,458, PUB. 6-13-2000. INT. CL. 25. 
BRUTTOMESSO, ROGER S., JR., NAPLES, FL: 
2,429,892, PUB. 11-28-2000. INT. CL. 8. 
BRYANT GROUP, LLC, THE, NEW YORK, NY: 
2,430,579, INT. CL. 36. 
BSP LABORATORIES, INC., RED BANK, NJ: 
1,811,795, CANC. INT. CL. 3. 
BTA TECHNOLOGY, INC., SAN JOSE, CA: 
2,429,284, PUB. 11-28-2000. INT. CL. 9. 
BTB.COM, INC., CRANBURY, NJ: 
2,429,569, PUB. 11-28-2000. INT. CL. 42. 
BUCK, ALEXANDER, SEATTLE, WA: 
2,430,384, INT. CL. 35. 
BUCKEYE FEED MILLS, INC., DALTON, OH: 
1,615,103. REN. 1-12-01. INT. CL. 31. 
BUCKS COUNTY NUT COMPANY, LANGHORNE, PA: 
1,812,294, CANC. INT. CL. 30. 
BUFFALO LITHIA SPRINGS PLANTATION, BUFFALO JUNC- 
TION, VA: 
1,597,737. REN. 1-10-01. INT. CL. 32. 
BUFFETS, INCORPORATED, EDEN PRAIRIE, MN: 
1,572,633, CANC. INT. CL. 42. 
BUGLE BOY INDUSTRIES, INC., SIMI VALLEY, CA: 
2,429,969, PUB. 11-28-2000. INT. CL. 35. 
BUILD-A-BEAR WORKSHOP, INC., ST. LOUIS, DE FROM 
BUILD-A-BEAR WORKSHOP, L.L.C., ST. LOUIS, MO: 
2,430,233, MULTIPLE CLASS, INT. CLS. 35 AND 39. 


JACKSON, TN, TRI- 
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BULLDOG CAPITAL MANAGEMENT LIMITED PARTNERSHIP, 
CLEARWATER, FL: 


2,429,979, PUB. 11-28-2000. INT. CL. 36. 
BUNTIN, ROBERT, HUDSON, FL: 
1,813,679, CANC. INT. CL. 16. 
BURKE, VIRGINIA, FOREST CITY, PA: 
1,812,546, CANC. INT. CL. 42. 
BURKS GENCORE CO., INC., TYLER, TX: 
2,429,277, PUB. 4-25-2000. INT. CL. 9. 
BURLY CORPORATION OF NORTH AMERICA, THE, 
BURLESON, TX, BURLY FENCE AND HARDWARE, INC., 


BURLESON, TX, DBA THE BURLY CORP. OF NORTH AMER- 
ICA: 


1,594,870. REN. 1-6-01. INT. CL. 6. 
BURNS FOODS (1985) LIMITED, CALGARY, ALBERTA T2P 
3X4, CANADA: 
1,812,281, CANC. INT. CL. 29. 
BURNS, ELEANOR A., SAN MARCOS, CA: 
1,625,932. REN. 1-12-01. INT. CL. 16. 
BURNS, GARY LEE, BOCA RATON, FL: 
2,429,726, PUB. 11-28-2000. INT. CL. 25. 
BUROW GROUP, INC., THE, TUSTIN, CA: 
2,430,049, PUB. 11-28-2000. INT. CL. 3. 
BURROUGHS WELLCOME CO., RESEARCH TRIANGLE PARK 
N.C.: 
690,459, CANC. U.S. CL. 18. 
690,460, CANC. U.S. CL. 18. 
BUSH INDUSTRIES, INC., JAMESTOWN, NY: 
1,599,025. REN. 1-9-01. INT. CL. 42. 
BUSINESS TELECOMM, INC., RALEIGH, NC: 
2,429,877, PUB. 11-28-2000. INT. CL. 38. 
BUSINESSOLVER.COM, L.L.C., WEST DES MOINES, IA: 
2,429,968, PUB. 11-28-2000. INT. CL. 36. 
BUTKOVICH, FRED, GOLDEN VALLEY, MN, DBA IMAGINA- 
TION FACTORY, LTD.: 
1,572,124, CANC. INT. CL. 28. 
BUTLER SPECIALTIES, INC., HARRISBURG, NC, TA 
BUTLERBUILT MOTORSPORTS EQUIPMENT, INC.: 
1,596,265. REN. 1-6-01. INT. CL. 12. 
BUTLER, JAMES, PERRY, MI: 
2,429,449, PUB. 11-28-2000. INT. CL. 11. 
BUTTER KRUST BAKING COMPANY, INC., SUNBURY, PA: 
2,429,953, PUB. 11-28-2000. INT. CL. 30. 
BUTTERFUL, INC., DOVER, DE: 
1,128,253, CANC. INT. CL. 16. 
C. M. ESTES ENTERPRISES, SPRINGFIELD, MO: 
1,595,307. REN. 1-6-01. INT. CL. 16. 
C. R. BARD, INC., MURRAY HILL, NJ: 
2,430,379, INT. CL. 10. 
C. RALLO CONTRACTING CO., INC., ST. LOUIS, MO: 
1,599,910. REN. 1-12-01. INT. CL. 37. 
C.C.G. ENTERPRISES, INC., PALM CITY, FL: 
1,813,558, CANC. INT. CL. 9. 
C.D.C. §.R.L., 20122 MILANO, ITALY: 
1,812,251, CANC. INT. CL. 28. 
C.F. PLOUCQUET GMBH & CO., HEIDENHEIM, FED REP GER- 
MANY: 
1,600,719. REN. 1-9-01. MULTIPLE CLASS, INT. CLS. 16, 
17, 24 AND 25. 
C.F.C., INC., CHICAGO, IL, DBA COLUMBUS FOODS: 
1,572,189, CANC. INT. CL. 29. 
C.LA.T. S.R.L., BUSTO ARSIZIO (VA), ITALY: 
1,571,899, CANC. INT. CL. 16. 
C.R. GIBSON COMPANY, THE, NORWALK, CT: 
1,814,581, CANC. INT. CL. 16. 
CABLE & WIRELESS USA, INC., VIENNA, VA, CABLE & WIRE- 
LESS COMMUNICATIONS, INC., VIENNA, VA: 
1,594,572. REN. 1-9-01. INT. CL. 38. 
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CABLE NETWORKS, INC., NEW YORK, NY: 
1,813,115, CANC. INT. CL. 35. 

CABLE TELEVISION LABORATORIES, INC., LOUISVILLE, CO: 
2,429,328, PUB. 11-28-2000. INT. CL. 41. 

CABOT TECHNOLOGY CORPORATION, PHILADELPHIA, PA: 
1,813,534, CANC. INT. CL. 9. 

CADCO DENTAL PRODUCTS, INC., OXNARD, CA: 
1,572,812, CANC. INT. CL. 5. 

CADDY CORPORATION OF AMERICA, BRIDGEPORT, NJ: 
1,571,584, CANC. MULTIPLE CLASS, INT. CLS. 7, 11, 12 

AND 21. 

CADEAU CO., LTD, HUNG HOM, KOWLOON, HONG KONG: 
1,812,204, CANC. INT. CL. 25. 

CADILLAC COFFEE COMPANY, MADISON HEIGHTS, MI: 
2,429,616, PUB. 11-28-2000. INT. CL. 30. 

CADILLAC PLASTIC GROUP, INC., TROY, MI, DIXICO INCOR- 

PORATED, DALLAS, TX: 
1,120,520. REN. 1-11-01. INT. CL. 17. 
CADRE TECHNOLOGIES, INC., BEAVERTON, OR: 
1,812,809, CANC. INT. CL. 9. 
CAESARS WORLD, INC., LOS ANGELES, CA: 
1,127,999, CANC. MULTIPLE CLASS, INT. CLS. 41 AND 
42. 
CAFRAMO LIMITED, WIARTON, ONTARIO NOH 2T0, CANADA: 
1,812,024, CANC. INT. CL. 11. 
CAL-SHAKE, INC., IRWINDALE, CA: 
1,813,739, CANC. INT. CL. 19. 

CALBEE FOODS CO., LTD., TOKYO, JAPAN: 

2,430,182, MULTIPLE CLASS, INT. CLS. 29 AND 30. 
CALDWELL, GORDON D., GARDENA, CA: 
1,812,510, CANC. INT. CL. 42. 

CALGENE, INC., DAVIS, CA: 
1,813,948, CANC. INT. CL. 31. 

CALIENTE CAB RESTAURANT CO., INC., NEW YORK, NY: 
1,600,088. REN. 1-6-01. INT. CL. 42. 

CALIFORNIA & WASHINGTON CO., SAN BRUNO, CA: 
1,813,898, CANC. INT. CL. 29. 

CALIFORNIA CHINS, PALO ALTO, CA: 
2,429,716, PUB. 11-28-2000. INT. CL. 42. 

CALIFORNIA PHYSICIANS’ SERVICE, SAN FRANCISCO, CA, 

DBA BLUE SHIELD OF CALIFORNIA: 
1,573,837, CANC. INT. CL. 36. 
CALIFORNIA PRODUCTS CORPORATION, BOSTON, MA: 
894,448. REN. 1-6-01. U.S. CL. 16 (INT. CL. 2). 
CALLAWAY GOLF COMPANY, CARLSBAD, CA: 
2,430,553, INT. CL. 28. 

CALVIN KLEIN TRADEMARK TRUST C/O WILMINGTON 
TRUST CO., NEW YORK, NY, CALVIN KLEIN INDUSTRIES, 
INC., NEW YORK, NY: 

1,604,663. REN. 1-12-01. INT. CL. 18. 

CALZE MARKETING ASSOC. LTD., NEW YORK, NY: 

1,812,232, CANC. INT. CL. 25. 

CAM-JO, INC., CLEARWATER, FL: 

2,429,134, PUB. 10-26-1999. INT. CL. 39. 
CAMCO INTERNATIONAL INC., HOUSTON, TX: 
1,811,848, CANC. INT. CL. 7. 

CAMP HOLLY SPRINGS, RICHMOND, VA: 
1,812,533, CANC. INT. CL. 42. 

CAMPBELL, MAXIE FRED, CENTERPOINT, IN: 
1,601,080. REN. 1-12-01. INT. CL. 28. 

CAMPING AND EDUCATIONAL FOUNDATION, INC., CIN- 

CINNATI, OH: 
2,429,827, PUB. 11-28-2000. INT. CL. 41. 
CANOGA PERKINS CORPORATION, CHATSWORTH, CA: 
2,378,402, CANC. INT. CL. 9. 
CANON KABUSHIKI KAISHA, OHTA-KU, TOKYO, JAPAN: 
1,814,280, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 16. 
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CANTAR/POLYAIR INC., TORONTO, ONTARIO, CANADA: 
2,429,253, PUB. 11-28-2000. INT. CL. 16. 
CAP TOYS, INC., BEDFORD HEIGHTS, OH: 
1,814,501, CANC. INT. CL. 28. 
CAPCOM CO., LTD., OSAKA, JAPAN: 
1,596,637. REN. 1-12-01. INT. CL. 28. 
CAPITAL BREWERY CO., INC., MIDDLETON, WI: 
2,430,552, INT. CL. 32 
CAPITAL CITIES MEDIA, INC., NEW YORK, NY: 
1,812,134, CANC. INT. CL. 16. 
CAPITAL CITIES MEDIA, INC., NEW YORK, NY, DBA FAIR- 
CHILD PUBLICATIONS: 
1,812,137, CANC. INT. CL. 16. 
CARBAUGH, JOHN E., JR., WASHINGTON, DC: 
1,886,790, CANC. INT. CL. 19. 
CARCO, INC., DETROIT, MI: 
908,900. REN. 1-11-01. U.S. CL. 11 (INT. CL. 2) 
CARDINAL INDUSTRIES, INC., COLUMBUS, OH: 
1,813,974, CANC. INT. CL. 35. 
1,814,020, CANC. INT. CL. 36 
1,814,103, CANC. INT. CL. 41. 
1,814,153, CANC. INT. CL. 42. 
CARDINAL TECHNOLOGIES, INC., LANCASTER, PA: 
1,814,374, CANC. INT. CL. 9. 
CARDIO CONNECTOR CORPORATION, AUGUSTA, GA: 
1,819,448, CANC. INT. CL. 10. 
CARDLOGIX CORPORATION, IRVINE, CA: 
2,429,884, PUB. 11-28-2000. INT. CL. 9. 
CARE DRUG CENTERS, INC., LANDOVER, MD: 
2,429,100, PUB, 11-28-2000. INT. CL. 35. 
CARE FREE ALUMINUM PRODUCTS, INC.: 
1,573,401, CANC. INT. CL. 19. 
CARE INN, MEMPHIS, TN: 
1,128,060, CANC. INT. CL. 42. 
CAREWORKS OF OHIO, LTD., DUBLIN, OH: 
2,429,791, PUB. 11-28-2000. INT. CL. 35. 
CARFACTS COMPANY, INC., THE, NOVATO, CA: 
1,813,164, CANC. INT. CL. 41. 
CARGILL, INCORPORATED, WAYZATA, MN: 
1,600,164. REN. 1-8-01. INT. CL. 1. 
CARL BRANDT ZWIEBACK - SCHOKOLADEN - BISKUITS 
GMBH + CO. KG, D-5800 HAGEN 7, FED REP GERMANY: 
1,813,915, CANC. INT. CL. 30. 
CARLSON COMPANIES, INC., MINNEAPOLIS, MN: 
1,813,204, CANC. INT. CL. 42. 
CARLSON MARKETING GROUP, INC., MINNEAPOLIS, MN: 
1,572,342, CANC. INT. CL. 35. 
CARLSON TRAVEL GROUP, INC., MINNEAPOLIS, MN: 
2,429,850, PUB. 11-28-2000. INT. CL. 39. 
CARLSON, STEPHEN, TOMS RIVER, NJ: 
1,813,493, CANC. INT. CL. 9. 
CARNATION COMPANY, LOS ANGELES CA: 
373,728, CANC. U.S. CL. 46. 
CARNEVALE, INC., MEMPHIS, TN: 
1,812,116, CANC. MULTIPLE CLASS, INT. CLS. 
21. 
CAROLINA CUSTOM GOLF, INC., RALEIGH, NC: 
1,812,262, CANC. INT. CL. 28. 
CARPET CO-OP OF AMERICA ASSOCIATION, ST. LOUIS, MO: 
1,814,445, CANC. INT. CL. 19. 
CARQUEST CORPORATION, THE, LAKEWOOD, CO: 
2,429,502, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
6, 7, 8, 9, 11, 12, 17, 35, 36 AND 41. 
CARRON, ALICE M., ARLINGTON, VA: 
2,429,462, PUB. 11-28-2000. INT. CL. 28. 
CARTEX LIMITED, STERLING HEIGHTS, MI: 
1,624,304. REN. 1-12-01. MULTIPLE CLASS, INT. CLS. 35 
AND 41. 
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CARTROL ENTERPRISES, INC., ST. DAVIDS, PA: 
1,812,767, CANC. INT. CL. 9. 
CASA VINICDA BARONE RICASOLI SOCIETA PER AZIONI, 
FLORENCE ITALY: 
690,709, CANC. U.S. CL. 47. 
CASTALDI, TINA RENEE, TOLUCA LAKE, CA: 
2,430,124, PUB. 11-28-2000. INT. CL. 41. 

CASTALDO, MICHAEL, RIDGEWOOD, NY, DBA ZIA ROSA’S 

GOURMET PRODUCTS: 
1,572,211, CANC. INT. CL. 30. 
CASTELLO CITIES INTERNET NETWORK, INC., 
SPRINGS, CA: 
2,430,581, INT. CL. 41. 
CASTLE JUMPS, L.L.C., WHITEHOUSE STATION, NJ: 
2,430,555, INT. CL. 41. 

CATERSOFT, LLC, OKLAHOMA CITY, OK: 

2,429,267, PUB. 11-28-2000. INT. CL. 9. 

CATHEDRAL CANDLE COMPANY, SYRACUSE, NY: 

1,626,598. REN. 1-10-01. INT. CL. 4. 

CATHOLIC HEALTH ASSOCIATION OF THE UNITED STATES, 
THE, ST. LOUIS, MO: 

1,600,825. REN. 1-12-01. INT. CL. 16. 

CAUDLE, W. ROBERT, Il, ROANOKE RAPIDS, NC: 

1,594,610. REN. 1-9-01. INT. CL. 41. 
CAVES BUJARD S.A. LUTRY, 1095 LUTRY (VAUD.), SWITZER- 
LAND: 
1,812,333, CANC. INT. CL. 33. 
CAVIAR & CAVIAR, LTD, ROCKVILLE, MD: 
1,812,291, CANC. INT. CL. 29. 
CB COMMERCIAL HOLDINGS, INC., LOS ANGELES, CA: 
1,812,585, CANC. MULTIPLE CLASS, INT. CLS. 36 AND 
42. 
CBS DESIGNS, INC., FRAMINGHAM, MA: 
2,429,940, PUB. 11-28-2000. INT. CL. 20. 
CDI CORPORATION, PHILADELPHIA, PA: 
1,812,528, CANC. INT. CL. 42. 
CEK & RNS, INC., HUNTINGTON BEACH, CA: 
1,814,451, CANC. INT. CL. 20. 

CELESTE COMPANY, INC., WARMINSTER, PA: 

1,813,339, CANC. MULTIPLE CLASS, INT. CLS. 3 AND 9. 

CELESTIAL SEASONINGS, INC., BOULDER, CO: 

1,814,510, CANC. INT. CL. 30. 
CELLCO ADVANCED BIOREACTORS, INC., KENSINGTON, MD: 
1,573,003, CANC. INT. CL. 9. 

CENTA ANTRIEBE KIRSCHEY GMBH, HAAN 1, FED REP GER- 
MANY, CENTA ANTRIEBE DIPL. ING. G. KIRSCHEY GMBH 
& CO. KG, HAAN, FED REP GERMANY: 

1,607,157. REN. 1-9-O0l. MULTIPLE CLASS, INT. CLS. 7 
AND 12. 
CENTER FOR APPLIED RESEARCH, INC., PHILADELPHIA, PA: 
2,429,908, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
35 AND 41. 
CENTER FOR CORPORATE HEALTH, INC., THE, HARTFORD, 


PALM 


1,869,557, CANC. INT. CL. 16. 
1,982,872, CANC. INT. CL. 16. 
CENTEX CORPORATION, DALLAS, TX: 
2,429,911, PUB. 11-28-2000. INT. CL. 19. 
CENTRA BENEFIT SERVICES, INC., BLOOMINGTON, MN: 
1,814,522, CANC. INT. CL. 36. 


CENTRAL CANADA POTASH DIVISION, NORANDA MIN- 
ERALS INC., COLONSAY, SASKATCHEWAN, CANADA: 
1,811,747, CANC. INT. CL. 1. 
1,813,267, CANC. INT. CL. 1. 
CENTRAL CITY ON-LINE, INC., HUNTINGTON, WV: 
2,429,535, PUB. 11-28-2000. INT. CL. 38. 
CENTRAL SOYA COMPANY, INC., FORT WAYNE, IN: 
690,435, CANC. U.S. CL. 18. 
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CENTRE DE PYROLYSE DU CHARBON DE MARIENAU 
**CPM’’, 57600 FORBACH, FRANCE 
2,380,567, COR. INT. CL. 9 
CENTRIA, MOON TOWNSHIP, PA: 
1,618,413. REN. 1-10-01. INT. CL. 6. 
CENTURY MEDICAL PRODUCTS AND SERVICES, INC., BEV- 
ERLY HILLS, CA 
1,593,604. REN. 1-6-01. INT. CL. 42. 
CENTURY PRECISION INDUSTRIES, INC., 
WOOD, CA 
1,128,207, CANC. INT. CL. 9 
CENTURY 21 REAL ESTATE CORPORATION, IRVINE, CA 
1,812,375, CANC. INT. CL. 36 
1,813,989, CANC. MULTIPLE CLASS, iNT. 
36. 
1.814,021, CANC. INT. CL. 36 
CENZANO, OTTO M., JR., PACIFIC PALISADES, CA: 
2,430,210, INT. CL. 9 
CERAMIC COOLING TOWER CORPORATION, FORT WORTH, 
TX, CERAMIC COOLING TOWER COMPANY, FORT WORTH, 
TX: 
1,578,125. REN. 1-10-01. MULTIPLE CLASS, INT. CLS. 37 
AND 42. 
CERTAINTEED CORPORATION, VALLEY FORGE, PA 
2,430,127, PUB. 11-28-2000. INT. CL. 19. 
CERTIFIED CLINICAL ASSOCIATES, INC., P.C., HENDERSON, 
TX 
1,814,608, CANC. INT. CL. 42. 
CESPA - S.R.L., ZONA INDUSTRIALE B, ITALY: 
2,430,505, INT. CL. 25. 
CFC INTERNATIONAL PLASTICS, INC., CHICAGO HEIGHTS, 
IL 
1,813,286, CANC. INT. CL. 1. 
CHAI-NA-TA CORPORATION, LANGLEY, BRITISH COLUMBIA, 
CANADA: 
2,430,170, INT. CL. 5. 
CHAMPION INTERNATION CORPORATION, STANFORD CT: 
373,739, CANC. U.S. CL. 12. 
CHAMPION INTERNATIONAL 
CT: 
1,128,272, CANC. INT. CL. 16. 
1,571,919, CANC. INT. CL. 16. 
2,429,327, PUB. 11-28-2000. INT. CL. 16 
CHAMPION LABORATORIES, INC., WEST SALEM, IL: 
1,127,865, CANC. INT. CL. 12. 
CHAMPIONS DEVELOPMENT GROUP, INC., BEAVERCREEK, 
OH: 
1,812,362, CANC. INT. CL. 35. 
CHANDLER MANUFACTURING SOLUTIONS, LLC, CORONA, 
CA: 
2,429,891, PUB. 11-28-2000. INT. CL. 35. 
CHANDLER, MARK JAY, CYPRESS, TX: 
2,430,410, INT. CL. 9. 
CHARLES £. BROWN BEVERAGE COMPANY, THE, LEBANON, 
MO, DBA PHIZAZZ DESIGNS: 
1,812,348, CANC. INT. CL. 35. 
CHARLES KOMAR & SONS, INC., NEW YORK, NY: 
1,812,982, CANC. INT. CL. 25. 
CHARLESTON BLUES FESTIVAL, INC., CHARLESTON, SC: 
1,812,443, CANC. INT. CL. 41. 
CHASE MANHATTAN CORPORATION, THE, NEW YORK, NY: 
1,814,059, CANC. INT. CL. 36. 
CHEEVER, ALEXANDER VALLETTE, LOS ANGELES, CA: 
2,429,542, PUB. 11-28-2000. INT. CL. 9. 
CHEMEKETA COMMUNITY COLLEGE, SALEM, OR: 
1,813,987, CANC. INT. CL. 35. 
CHEMICAL & PHARMACEUTICAL INDUSTRY CO., INC., NEW 
YORK, NY: 
710,575. REN. 1-9-01. U.S. CL. 26 (INT. CL. 9). 


NORTH HOLLY- 


CLS. 35 AND 


CORPORATION, STAMFORD, 
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CHEMICAL BANKING CORPORATION, NEW YORK, NY: 
1,573,833, CANC. INT. CL. 36. 
CHEMWAY, INC., BAY CITY, TX: 
2,429,321, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
1,3 AND 4. 

CHEMWORLD CORPORATION, HAYWARD, CA: 
1,127,855, CANC. INT. CL. 11 

CHEN, THOMAS, BETHESDA, MD, DBA TANSJI DESIGN: 
1,813,511, CANC. INT. CL. 9 

CHENG SHIN RUBBER USA, INC., SUWANEE, GA: 
1,812,864, CANC. INT. CL. 12. 

CHERRILL, ADAM P., TUCSON, AZ: 
1,812,457, CANC. INT. CL. 41. 

CHERRY STIX LTD., NEW YORK, NY: 
1,573,464, CANC. INT. CL. 25. 

CHESEBROUGH POND’S, INC., GREENWICH CT 
374,013, CANC. U.S. CL. 51. 

CHESEBROUGH-POND’S INC., GREENWICH, CT: 
1,128,114, CANC. INT. CL. 3. 

CHEVALIER ORIGINALS, INC., MINNEAPOLIS, MN: 
2,430,342, INT. CL. 25. 

CHIA I INDUSTRIAL CO., LTD, YUNG KANG SHIANG, 

TAINAN, TAIWAN: 
1,814,337, CANC. INT. CL. 6. 
CHIC BY H.LS LICENSING CORPORATION, NEW YORK, NY: 
1,813,811, CANC. INT. CL. 25. 

CHICAGO HMO LTD., CHICAGO, IL: 

1,814,028, CANC. MULTIPLE CLASS, INT. CLS. 36 AND 
42. 
CHICAGO RAIL ASSOCIATION, OAK PARK, IL, DBA CHICAGO 
CHAPTER NRHS: 
1,812,465, CANC. INT. CL. 41. 
CHICK-FIL-A, INC., ATLANTA, GA: 
1,572,238, CANC. INT. CL. 30. 
CHIEF AUTOMOTIVE SYSTEMS, INC., GRAND ISLAND, NE: 
2,430,498, INT. CL. 7. 
CHIEF FINANCIAL SERVICES, INC., SCHAUMBURG, IL: 
1,812,390, CANC. INT. CL. 36 
CHIEF INDUSTRIES, INC., GRAND ISLAND, NE: 
2,429,642, PUB. 8-1-2000. INT. CL. 19. 
CHIIPS INC., MISSISSAUGA, ONTARIO, CANADA 
1,573,171, CANC. INT. CL. 11. 
CHILDREN’S CONCEPT, INC.: See— 
CHILDREN'S DEVELOPMENT, INC. 
CHILDREN’S DEVELOPMENT, INC., WILMINGTON, DE FROM 
CHILDREN’S CONCEPT, INC., WYNNEWOOD, PA: 
2,429,187, PUB. 11-28-2000. INT. CL. 35. 
CHILTON COMPANY, RADNOR, PA: 
1,573,958, CANC. INT. CL. 42. 
CHINA SHOPPING NETWORK (CSN), KENTFIELD, CA: 
2,430,533, MULTIPLE CLASS, INT. CLS. 35 AND 38. 
CHIRON DIAGNOSTICS CORPORATION: See— 
BAYER CORPORATION. 

CHIROSCIENCE LIMITED, CAMBRIDGE, CB4 4WE, UNITED 

KINGDOM: 
2,429,964, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
5 AND 42. 
CHOHUNG BANK, SEOUL, REPUBLIC OF KOREA: 
2,429,378, PUB. 11-28-2000. INT. CL. 36. 

CHOICE HOTELS INTERNATIONAL, INC., SILVER SPRINGS, 
MD, QUALITY COURTS MOTELS, INC., SILVER SPRING, 
MD: 

886,881. REN. 1-11-01. U.S. CL. 100 (INT. CLS. 35, 36, 37, 
38, 39, 40, 41 AND 42). 
CHOICE MEDICAL, INC., LOUISVILLE, KY: 
2,429,537, PUB. 11-28-2000. INT. CL. 9. 
2,429,538, PUB. 11-28-2000. INT. CL. 9. 
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CHOPARD INTERNATIONAL S.A., FRIBOURG, SWITZERLAND, 


LE PETIT-FILS DE L.U. CHOPARD & CIE SA, MEYRIN, SWIT- 
ZERLAND: 


1,596,057. REN. 1-12-01. INT. CL. 14. 
CHOW SANG SANG, LIMITED, LA JOLLA, CA: 
1,813,622, CANC. INT. CL. 14. 
CHRISTENDOM EDUCATIONAL CORPORATION, 
ROYAL, VA, DBA CHRISTENDOM COLLEGE: 
2,429,155, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
9, 16, 25 AND 41. 
CHRISTIAN AND MISSIONARY ALLIANCE, THE, COLORADO 
SPRINGS, CO: 
2,429,534, PUB. 11-28-2000. INT. CL. 14. 
CHRYSALIS HOLDINGS LTD, LONDON WI10 6SP, ENGLAND: 
2,429,052, PUB. 11-28-2000. INT. CL. 9. 
CHURCH & DWIGHT COMPANY, GREEN RIVER, NY: 
1,812,602, CANC. MULTIPLE CLASS, INT. CLS. 3, 5 AND 
30. 
CHURCHILLS, THE, NEW YORK, NY: 
2,429,703, PUB. 11-28-2000. INT. CL. 41. 
CIGNA CORPORATION, PHILADELPHIA, PA: 
1,814,030, CANC. INT. CL. 36. 
CILIONE, FRANK, NEW YORK, NY: 
2,429,522, PUB. 11-28-2000. INT. CL. 42. 
CINCINNATI BELL TELEPHONE COMPANY, CINCINNATI, OH: 
2,430,390, INT. CL. 38. 
CINCINNATI MICROWAVE, INC., CINCINNATI, OH: 
1,814,343, CANC. INT. CL. 9. 
CINERAMA, INC., LOS ANGELES, CA: 
687,397. REN. 1-11-01. U.S. CL. 107 (INT. CL. 41). 
CINI-LITTLE INTERNATIONAL, INC., ROCKVILLE, MD: 
1,814,002, CANC. MULTIPLE CLASS, INT. CLS. 35 AND 
42. 
CINNAMUFFS, INC., BOCA RATON, FL: 
2,429,950, PUB. 11-28-2000. INT. CL. 28. 
CIS-US, INC., SYLMAR, CA: 
1,127,782, CANC. INT. CL. 5. 
1,127,783, CANC. INT. CL. 5. 
CIT GROUP/EQUIPMENT FINANCING, INC., THE, NEW YORK, 
NY: 
2,430,529, INT. CL. 39. 
CITIZENS TRUST COMPANY OF INDIANA, INC. N.A., EVANS- 
VILLE, IN: 
2,348,152, AM. INT. CL. 36. 
CITRIX SYSTEMS, INC., CORAL SPRINGS, FL: 
1,812,765, CANC. INT. CL. 9. 
CITY OF DAYTON, DAYTON, OH: 
1,812,490, CANC. INT. CL. 42. 
CITY OF MINNEAPOLIS, MINNESOTA, MINNEAPOLIS, MN: 
1,811,987, CANC. INT. CL. 9. 
CIVIL SOLUTIONS, ROCHESTER, NY: 
1,813,180, CANC. INT. CL. 42. 
CJB MANAGEMENT, INC., WOOSTER, OH: 
2,429,816, PUB. 11-28-2000. INT. CL. 42. 
CLAREBLEND, INC., RENO, NV: 
1,618,623. REN. 1-9-01. INT. CL. 10. 
CLAREOS, INC., DALLAS, TX: 
2,430,109, PUB. 11-28-2000. INT. CL. 9. 
CLARIDGE HI-TEC INC., NORTHRIDGE, CA: 
1,812,057, CANC. INT. CL. 13. 
CLARK CAPITAL MANAGEMENT GROUP, INC., PHILADEL- 
PHIA, PA: 
2,429,262, PUB. 7-4-2000. INT. CL. 9. 
CLARK EQUIPMENT COMPANY, SOUTH BEND, IN: 
1,573,360, CANC. INT. CL. 17. 
CLARKE INDUSTRIES, INC., ST. LOUIS, MO: 
1,572,927, CANC. INT. CL. 7. 
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CLAUDIA BALLEN ALAIMO / BRUCE J. ALAIMO, BALDWIN, 


1,814,114, CANC. iNT. CL. 41. 
CLEAR CONSCIENCE FOODS, INC., EAST HAMPTON, NY: 
1,813,086, CANC. INT. CL. 30. 
CLEVELAND INDIANS BASEBALL COMPANY LIMITED PART- 
NERSHIP, CLEVELAND, OH: 
1,594,320. REN. 1-6-01. INT. CL. 25. 
CLEVELAND PUBLIC RADIO, CLEVELAND, OH: 
2,429,841, PUB. 11-28-2000. INT. CL. 38 
CLIMAX CLOTHING INDUSTRIES, INC., SANTA FE SPRINGS, 


1,813,871, CANC. INT. CL. 28. 
CLINICAL BIOPATHOLOGY LABORATORIES, 
HOMA CITY, OK: 
1,814,217, CANC. INT. CL. 42. 
CLINICAL PERSPECTIVES GROUP, INC., HOBOKEN, NJ: 
1,596,360. REN. 1-9-01. INT. CL. 16. 
CLONTECH LABORATORIES, INC., PALO ALTO, CA: 
2,429,360, PUB. 11-28-2000. INT. CL. 16. 
CLOPAY BUILDING PRODUCTS R&D COMPANY, INC., CIN- 


CINNATI, OH, ATLAS DOOR CORP., EDISON, NJ, DBA 
ATLAS ROLL-LITE: 


1,604,447. REN. 1-6-01. INT. CL. 9. 

CLOUSTON FOODS CANADA LIMITED, LACHINE, QUEBEC, 
CANADA TO FISHERY PRODUCTS INTERNATIONAL LIM- 
ITED, ST. JOHN'S NEWFOUNDLAND, CANADA: 

1,573,608, CANC. INT. CL. 29. 

CLUB DEMONSTRATION SERVICES, INC., STAMFORD, CT: 
1,612,314. REN. 1-11-01. INT. CL. 35. 

CLUETT, PEABODY & CO., INC., NEW YORK N_Y.: 
690,285, CANC. U.S. CL. 39. 

CLUTCH & TRANSMISSION SERVICE, INC., ST. PAUL, MN: 
1,812,028, CANC. INT. CL. 11. 

CMI INTERNATIONAL, INC., SOUTHFIELD, MI: 
1,573,848, CANC. INT. CL. 37. 

CML TECHNOLOGIES INC., HULL, QUEBEC, CANADA: 
1,813,465, CANC. INT. CL. 9. 

CNA FINANCIAL CORPORATION, CHICAGO, IL, DBA CNA: 
1,812,084, CANC. INT. CL. 16. 

COASTAL CORPORATION, THE, HOUSTON, TX: 
1,573,824, CANC. INT. CL. 36. 
1,813,193, CANC. INT. CL. 42. 

COASTAL HEALTHCARE CONSULTING, INC., PEACHTREE 
CITY, GA: 

2,347,090, COR. MULTIPLE CLASS, INT. CLS. 35 AND 42. 

COASTALBIOTECH INCORPORATED, SAN DIEGO, CA: 

2,429,780, PUB. 11-28-2000. INT. CL. 5. 

COCA-COLA COMPANY, THE, ATLANTA, GA: 

2,429,443, PUB. 11-28-2000. INT. CL. 32. 
COCOON (NORTH AMERICA) INC., WILMINGTON, DE: 
1,571,989, CANC. INT. CL. 24. 
CODET INC., COATICOOK, QUEBEC, CANADA: 
1,630,109. REN. 1-10-01. MULTIPLE CLASS, INT. CLS. 24 
AND 25. 
1,638,449. REN. 1-10-01. MULTIPLE CLASS, INT. CLS. 24 
AND 25. 
COFLEXIP, 92100 BOULOGNE-BILLANCOURT, FRANCE: 
1,812,150, CANC. INT. CL. 17. 
COGNISEIS DEVELOPOMENT, INC., HOUSTON, TX: 
1,347,340, CANC. INT. CL. 9. 
COHEN, GARY M., LUTZ, FL: 
1,812,346, CANC. INT. CL. 35. 
COHEN, JOANNE R., NEW YORK, NY: 
1,812,910, CANC. INT. CL. 16. 
COKTEL VISION, 92366 MUDON LA FORET CEDEX, FRANCE: 
1,812,263, CANC. INT. CL. 28. 


INC., OKLA- 
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COLE, TERENCE, LONDON W8 7QE, ENGLAND: 
2,358,986, COR. MULTIPLE CLASS, INT. CLS. 9, 16, 35, 
36, 38, 41 AND 42. 
COLGATE-PALMOLIVE COMPANY, NEW YORK N_Y:: 
690,675, CANC. U.S. CL. 52. 
COLGATE-PALMOLIVE COMPANY, NEW YORK, NY: 
2,429,610, PUB. 11-28-2000. INT. CL. 3. 
COLGIN COMPANIES, THE, DALLAS, TX: 
2,429,817, PUB. 11-28-2000. INT. CL. 5. 
COLLEGE ENTRANCE EXAMINATION BOARD, NEW YORK, 
NY: 


2,429,183, PUB. 7-25-2000. MULTIPLE CLASS, INT. CLS. 
9, 41 AND 42. 
COLLINS INDUSTRIES, INC., HUTCHISON, KS: 
2,429,342, PUB. 10-10-2000. INT. CL. 12. 
COLO-PAC PRODUCE, INC., DENVER, CO: 
1,812,287, CANC. INT. CL. 29. 
COLONIAL WILLIAMSBURG FOUNDATION, THE, WILLIAMS- 
BURG, VA: 
1,600,920. REN. 1-12-01. INT. CL. 21. 
1,600,921. REN. 1-12-01. INT. CL. 21. 
1,600,922. REN. 1-12-01. INT. CL. 21. 
COLUMBIA INSURANCE COMPANY, OMAHA, NE: 
2,430,324, MULTIPLE CLASS, INT. CLS. 35 AND 42. 
COLUMBIA SCIENTIFIC, INC., COLUMBIA, MD: 
2,430,094, PUB. 11-28-2000. INT. CL. 9. 
COMALLOY INTERNATIONAL CORPORATION, NASHVILLE, 
TN: 


1,583,173. REN. 1-801. INT. CL. 1. 
COMBINED INSURANCE COMPANY OF AMERICA, TREVOSE, 
PA: 
1,812,386, CANC. INT. CL. 36. 
COMBUSTION ENGINEERING, INC., STAMFORD CONN.: 
690,237, CANC. U.S. CL. 33. 
COMDIRECT, INC., ORANGE, CA: 
2,429,408, PUB. 11-28-2000. INT. CL. 35. 
COMITE, STEPHEN, NEW YORK, NY, DBA DERMATOLOGY 
CENTER OF NEW YORK: 
2,430,295, INT. CL. 42. 
COMMEMORATIVE BRANDS, INC., AUSTIN, TX, CJC HOLD- 
INGS, INC., AUSTIN, TX: 
1,596,306. REN. 1-10-01. INT. CL. 14. 
1,598,500. REN. 1-9-01. INT. CL. 14. 
COMMERCEROUTE, INC., EMERYVILLE, CA FROM DIDSOFT 
SYSTEMS INCORPORATED, EMERYVILLE, CA: 
2,430,554, INT. CL. 9. 
COMMERCIAL REAL ESTATE SERVICE ADVISORS, INC., DAL- 
LAS, TX: 
2,392,728, COR. MULTIPLE CLASS, INT. CLS. 35, 36 AND 
37. 
COMMONWEALTH FOREIGN EXCHANGE, INC., PROVIDENCE, 
RI: 
2,429,803, PUB. 11-28-2000. INT. CL. 36. 
COMMUNICATION TELESYSTEMS INTERNATIONAL, SAN 
DIEGO, CA: 
2,429,223, PUB. 11-28-2000. INT. CL. 38. 
COMMUNICATIONS CONCEPTS, INC., SPRINGFIELD, VA: 
1,619,122. REN. 1-9-01. INT. CL. 41. 
COMMUNITY REHABILITATION SPECIALISTS, INC., ERIE, PA: 
1,572,330, CANC. INT. CL. 35. 
COMPAGNIE FRANCAISE DE L’AFRIQUE OCCIDENTALE, 
13006 MARSEILLE, FRANCE: 
1,812,335, CANC. INT. CL. 34. 
COMPAGNIE GENERALE DES EAUX, 75008 PARIS, FRANCE: 
2,429,035, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS 
9, 37, 38 AND 42. 
COMPANIA VINICOLA DEL NORTE DE ESPANA, 48009 
BILBAO, SPAIN: 
1,605,860. REN. 1-12-01. INT. CL. 33. 
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COMPANYFINANCE.COM, BURLINGAME, CA: 
2,429,819, PUB. 11-28-2000. INT. CL. 36. 

COMPETITIVE TECHNOLOGIES, INC., TEQUESTA, FL: 
1,812,111, CANC. INT. CL. 16. 

COMPOST MANAGEMENT, INC., DOYLESTOWN, PA, DBA 
COMPOST AMERICA: 

1,814,065, CANC. MULTIPLE CLASS, INT. CLS. 37 AND 
42. 

COMPUSPEAK, INC., OLATHE, KS, DBA COMPUSPEAK LAB- 
ORATORIES: 

1,813,441, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 42. 

COMPUTER ASSOCIATES INTERNATIONAL, INC., GARDEN 
CITY, NY: 

1,571,710, CANC. INT. CL. 9. 

COMPUTER CONCEPTS CORP., BOHEMIA, NY: 
1,814,345, CANC. INT. CL. 9. 

COMPUTING SOLUTIONS, INC., MONROE, NC: 
1,812,815, CANC. INT. CL. 9. 

COMPUTOSERVICE, INC., MANKATO, MN: 
1,572,525, CANC. INT. CL. 42. 

COMTEQ INCORPORATED, CROSBY, MN: 
2,429,737, PUB. 11-28-2000. INT. CL. 9. 

CONAGRA, INC., OMAHA, NE, NEBRASKA CONSOLIDATED 
MILLS COMPANY, OMAHA, NE, DBA NIXON & COMPANY: 

903,154. REN. 1-11-01. U.S. CL. 46 (INT. CL. 31). 

CONAGRA, INC., OMAHA, NE, DBA CONAGRA PET PROD- 

UCTS COMPANY: 
1,572,930, CANC. INT. CL. 7. 
1,572,931, CANC. INT. CL. 7. 

CONAGRA, INC., OMAHA, NE: 

1,621,505. REN. 1-11-01. INT. CL. 30. 

CONAIR CORPORATION, STAMFORD, CT: 

1,813,564, CANC. INT. CL. 9. 
CONCEPT KITCHEN, INC., SAN FRANCISCO, CA: 
2,429,461, PUB. 11-28-2000. INT. CL. 9. 
CONCORD MINUTE MEN INCORPORATED, THE, CONCORD, 
MA: 
1,127,998, CANC. INT. CL. 41. 
CONCORD 8, LLC, MEQUON, WI: 
2,429,656, PUB. 11-28-2000. INT. CL. 42. 
CONCRETE PROMOTIONAL GROUP, INC., LENEXA, KS: 
1,812,409, CANC. INT. CL. 37. 

CONCURRENT TECHNOLOGIES CORPORATION, JOHNSTOWN, 
PA FROM UNITED STATES ENVIRONMENTAL TRAINING 
INSTITUTE (USETI), WASHINGTON, DC: 

2,429,168, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
39, 41 AND 42. 
CONFORMA LABORATORIES, INC., NORFOLK, VA: 
1,811,936, CANC. INT. CL. 9. 
CONGEOLEUMN CORPORATION, MERCERVILLE, NJ, AMER- 
ICAN BILTRITE RUBBER CO., INC., TRENTON, NJ: 
892,355. REN. 1-11-01. US. CL. 20 (INT. CL. 27). 
CONKLIN COMPANY, INC., SHAKOPEE, MN: 
1,138,544. REN. 1-9-01. INT. CL. 1. 
CONKLIN COMPANY, INC., SHAKOPEE, MN: 
1,138,545. REN. 1-9-01. INT. CL. 1. 

CONNAUGHT LABORATORIES LIMITED, WILLOWDALE, ON- 
TARIO, CANADA: 

1,572,809, CANC. INT. CL. 5. 

CONOPCO, INC., GREENWICH, CT, DBA CHESEBROUGH- 
POND’S USA CO.: 

1,814,319, CANC. INT. CL. 3. 

CONSIST INTERNATIONAL INC., NEW YORK, NY: 
1,811,970, CANC. INT. CL. 9. 
1,813,539, CANC. INT. CL. 9. 
1,813,540, CANC. INT. CL. 9. 

CONSOLIDATED CIGAR CORPORATION, SECAUCUS, NJ: 
1,573,724, CANC. INT. CL. 34. 
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CONSOLIDATED CIGAR CORPORATION, FORT LAUDERDALE, 
FL: 
2,429,823, PUB. 11-28-2000. INT. CL. 34 
CONSTANTINE, MARY, MOORPARK, CA: 
2,429,873, PUB. 11-28-2000. INT. CL. 25 
CONSTRUCTION INDUSTRY MANUFACTURERS ASSOCIA- 
TION, MILWAUKEE, WI: 
1,136,762. REN. 1-12-01. INT. CL. 16 
CONSTRUCTIONS ETUDES ET 
MATERIELSPOUR L’EMBALLAGE 
SAULON LA CHAPELLE, FRANCE: 
2,429,059, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS 
7, 37 AND 40 

CONSULTING PSYCHOLOGISTS PRESS, INC., PALO ALTO, CA 
1,611,241. REN. 1-12-01. INT. CL. 16 

CONSUMER DIRECT, INC.. CANTON, OH, DBA FITNESS 

QUEST: 
1,812,275, CANC. INT. CL. 28. 
CONTECH CONSTRUCTION PRODUCTS INC., MIDDLETOWN, 
OH: 
1,620,810. REN. 1-12-01. INT. CL. 6 
CONTEMPORARY JEWISH LEARNING 
AMES, IA: 
1,128,359, CANC. INT. CL. 28. 

CONTIER, MARCEL, 75017 PARIS, FRANCE: 
1,812,637, CANC. INT. CL. 3. 

CONTINENTAL BANK N.A., CHICAGO, IL: 
1,812,398, CANC. INT. CL. 36. 

CONTINENTAL MATTRESS CO. LTD., NEWARK, NJ: 

1,571,965, CANC. INT. CL. 20. 

CONTINUITY GRAPHIC ASSOCIATES, INC., NEW YORK, NY 
1,813,013, CANC. INT. CL. 
1,813,014, CANC. INT. CL. 
1,813,015, CANC. INT. CL. 
1,813,016, CANC. INT. CL. 
1,813,017, CANC. INT. CL. 28. 
1,813,018, CANC. INT. CL. 

CONTOUR PAK, INC., BOULDER, 
1,812,005, CANC. INT. CL. 10. 

CONTROLLED ENTROPY MUSIC, INC., NEW YORK, NY: 
1,814,298, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 41. 

CONVENTION LIAISON COUNCIL, INC., WASHINGTON, DC 
1,572,523, CANC. INT. CL. 42. 

CONWAY IMPORT CO., INC., FRANKLIN PARK, IL: 
1,610,677. REN. 1-6-01. INT. CL. 29. 

COOK COMMUNICATIONS MINISTRIES, 

SPRINGS, CO: 
2.429,466, PUB. 11-28-2000. INT. CL. 35. 
2,430,483, INT. CL. 16 

COOK MANUFACTURING CORPORATION, DUNCAN, OK: 

1,606,217. REN. 1-8-01. MULTIPLE CLASS, INT. CLS. 9 
AND 16. 
COOKSON FIBARS, INC., BRISTOL, VA: 
2,429,200, PUB. 2-8-2000. MULTIPLE CLASS, INT. CLS. 22 
AND 40 
COOPER INDUSTRIES, INC., 
CO., THE, SAGINAW, MI: 
518,890. REN. 1-9-01. U.S. CL. 26 (INT. CL. 9) 
COOPER PATNERSHIPS, LTD., NORCROSS, GA: 
2,429,710, PUB. 11-28-2000. INT. CL. 35 
COOPERATIVE COMPUTING, INC., LIVERMORE, CA, TRIAD 
SYSTEMS CORPORATION, LIVERMORE, CA, DBA TRIAD: 
1,592,376. REN. 1-8-01. INT. CL. 37 
COORDINATED MANAGEMENT SYSTEMS, 
NEAPOLIS, MN: 
1,127. 958, CANC. INT. CL. 35 

COPYFAX INC., MEMPHIS, TN: 

1,572,409, CANC. MULTIPLE CLASS, INT. CLS. 
42 
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CORBY DISTILLERIES LIMITED, TORONTO, ONTARIO, CAN- 
ADA: 
2,430,247, INT. CL. 33. 
CORE PRODUCTS CO., INC., CANTON, TX: 
2,430,071, PUB. 11-28-2000. INT. CL. 3. 
2,430,072, PUB. 11-28-2000. INT. CL. 3 
CORE-MARK INTERRELATED COMPANIES, INC., SOUTH SAN 
FRANCISCO, CA: 
1,813,973, CANC. INT. CL. 34 
COREL CORPORATION, OTTAWA, ONTARIO, CANADA: 
1,811,952, CANC. INT. CL. 9. 
1,813,519, CANC. INT. CL. 9. 
1,813,520, CANC. INT. CL. 9. 
CORINNE RICHARDSON L.L.C., ST. LOUIS, MO: 
2,429,837, PUB. 11-28-2000. INT. CL. 42. 
CORINTHIAN INDUSTRIES (HOLDINGS) 
ARTARMON NSW 2064, AUSTRALIA: 
2,429,647, PUB. 11-28-2000. INT. CL. 19. 
CORNING VITRO CORPORATION, CORNING, NY: 
1,812,956, CANC. INT. CL. 21. 
CORONET SECURITY SYSTEMS, INC., BALTIMORE, MD: 
1,812,600, CANC. MULTIPLE CLASS, INT. CLS. 9, 37 AND 
42. 
CORPORATE IMAGES, INC., SAN FRANCISCO, CA: 
1,573,742, CANC. INT. CL. 35. 
CORRADI COMMERCIALE S.R.L., 10040 LEINI, PROVINCE OF 
TORINO, ITALY: 
1,813,239, CANC. INT. CL. 30. 
CORTZ, INC., WEST CHICAGO, IL: 
1,636,449. REN. 1-8-01. INT. CL. 42. 
CORVUS SYSTEMS, INC., SAN JOSE, CA: 
1,813,402, CANC. INT. CL. 9. 
COSVOHIO, COLUMBUS, OH, FRANKLIN COUNTY HISTOR- 
ICAL SOCIETY, COLUMBUS, OH: 
1,593,486. REN. 1-8-01. INT. CL. 41. 
COSMAIR CREATIVE, INC., NEW YORK, NY, REDKEN LAB- 
ORATORIES, INC., VAN NUYS, CA: 
881,018. REN. 1-9-01. U.S. CL. 51 (INT. CL. 3). 
COTE’, KIYA, WALNUT CREEK, CA: 
1,814,197, CANC. INT. CL. 42 
COUGHLAN PRODUCTS, INC., CLIFTON AVE., NJ: 
1,128,133, CANC. INT. CL. 4. 
COULSTON INTERNATIONAL 
ALAMOGORDO, NM: 
1,813,183, CANC. INT. CL. 42. 
COUNCIL OF IVY GROUP PRESIDENTS, PRINCETON, NJ: 
1,616,111, REN. 1-11-01. INT. CL. 41. 
COUNTRY GENERAL, INC., GRAND ISLAND, NE: 
1,874,023, CANC. INT. CL. 42. 
COUNTY OF SAN DIEGO, SAN DIEGO, CA: 
2,429,844, PUB. 11-28-2000. INT. CL. 35. 
COUSIN JOHNNY, INC., NEW YOR, NY: 
2,430,459, INT. CL. 25. 
COUSIN JOHNNY, INC., NEW YORK, NY: 
2,430,460, INT. CL. 25. 
COX, ARVILLE B., LOCKPORT, KY: 
2,429,641, PUB. 11-28-2000. INT. CL. 8. 
CPI AEROSTRUCTURES, INC., RONKONKOMA, NY: 
1,812,045, CANC. INT. CL. 12. 
1,812,046, CANC. INT. CL. 12. 
CPI BRANDS, INC., WILMINGTON, DE: 
1,573,952, CANC. INT. CL. 42. 
CPS EUROPE B.V., 5261 NE VUGHT, NETHERLANDS: 
2,429,761, PUB. 11-28-2000. INT. CL. 9. 
CRABTREE & EVELYN, LTD., WOODSTOCK, CT: 
2,429,028, PUB. 11-28-2000. INT. CL. 30. 
CRACKER BOY SEASONING, INC., NEW SMYRNA, FL: 
2,429,579, PUB. 5-9-2000. INT. CL. 30. 


PTY LIMITED, 


CORPORATION, 
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2,429,580, PUB. 5-9-2000. INT. CL. 30. 
2,429,581, PUB. 5-9-2000. INT. CL. 30. 
2,429,582, PUB. 5-9-2000. INT. CL. 30. 
CRAFTS, ETC!, LTD., OKLAHOMA CITY, OK: 
2,430,366, INT. CL. 16. 
CRAYTON, JANE, NEW BERN, NC: 
2,429,851, PUB. 11-28-2000. INT. CL. 35. 
CREATA INTERNATIONAL, INC., ROLLING HILLS ESTATES, 


1,813,052, CANC. INT. CL. 28. 
1,814,492, CANC. INT. CL. 28. 
CREATE-A-CHECK, INC., SALT LAKE CITY, UT: 
1,813,226, CANC. INT. CL. 9. 
CREATIVE APPLICATIONS, INC., CHAGRIN FALLS, OH: 
1,813,697, CANC. INT. CL. 16. 
CREATIVE CRAFT CO., INC., DANIA, FL: 
699,059. REN. 1-10-01. U.S. CL. 40 (INT. CL. 26). 
CREATIVE FASHIONS INTERNATIONAL, INC., OKLAHAMA 
CITY, OK, DBA FASHION CONCEPTS: 
1,814,419, CANC. INT. CL. 14. 
CREATIVE IMPORTS, LISLE, IL: 
1,813,833, CANC. INT. CL. 25. 
CREATIVE INDUSTRIES, INC., PARAMUS, NJ: 
1,612,958. REN. 1-6-01. INT. CL. 20. 
CREATIVE JOYS, INC., ORLEANS, MA: 
2,429,987, PUB. 11-28-2000. INT. CL. 16. 
CREDENCE SYSTEMS CORPORATION, FREMONT, CA: 
2,429,169, PUB. 11-28-2000. INT. CL. 9. 
2,430,191, INT. CL. 9. 
CREDICARD FINANCIAL CORPORATION, SAN ANTONIO, TX 


TO CREDICARD FINANCIAL CORPORATION, SAN ANTO- 
NIO, TX: 


2,253,235, COR. INT. CL. 36. 
CREDITCARDS.COM, LOS ANGELES, CA: 
2,429,785, PUB. 11-28-2000. INT. CL. 25. 
CREDITCARDS.COM., LOS ANGELES, CA: 
2,429,784, PUB. 11-28-2000. INT. CL. 25. 
CREDITLAND, INC., SAN FRANCISCO, CA: 
2,429,627, PUB. 11-28-2000. INT. CL. 36. 
CREDO TOOL COMPANY, WOODBURN, OR: 
1,601,886. REN. 1-12-01. INT. CL. 7. 
CRITCHLEY’S CANDIES, TENAFLY, NJ: 
1,813,920, CANC. INT. CL, 30. 
CRITICAL MASS MANAGEMENT, INC., NEW YORK, NY: 
1,814,198, CANC. INT. CL. 42. 
CRM ECOSYSTEMS, INC., MT. HOREB, WI, DBA PRAIRIE 
RIDGE NURSERY: 
1,600,128. REN. 1-12-01. INT. CL. 31. 
CROFT METALS, INC., MCCOMB, MS: 
1,812,163, CANC. INT. CL. 19. 
CROOM, BARBARA, JACKSON, TN: 
1,813,818, CANC. INT. CL. 25. 
CROSBY, DAVID M., EAST WENATCHEE, WA, DBA 5 CROSS 
B RANCH: 
1,814,167, CANC. INT. CL. 42. 
CROSFIELD ELECTRONICS LIMITED, HERTFORDSHIRE HP2 
7RH, ENGLAND: 
1,813,432, CANC. INT. CL. 9. 
CROSSWORKS, INC., HOPKINS, MN: 
2,429,530, PUB. 11-28-2000. INT. CL. 9. 
CROTON WATCH CO., INC., NEW YORK, NY: 
2,430,169, INT. CL. 14 
CROWDER ENTERPRISES, INC., GAMBRILLS, MD, TA EARTH 
AVENUE: 
1,814,548, CANC. INT. CL. 42. 
CRS HOLDINGS, INC., WILMINGTON, DE, CARPENTER TECH- 
NOLOGY CORPORATION, READING, PA: 
891,899. REN. 1-11-01. U.S. CL. 14 (INT. CL. 6). 
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CRYSTAL FRESH, INC., BURNSVILLE, MN: 
2,430,401, MULTIPLE CLASS, INT. CLS. 30 AND 35. 
CR8IVE4U, L.L.C., SEATTLE, WA: 
2,429,145, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
35, 40 AND 42. 
CSC INTELICOM, INC., BETHESDA, MD: 
1,813,506, CANC. INT. CL. 9. 
CSP HOLDINGS, LLC, LLOYD HARBOR, NY: 
2,430,500, MULTIPLE CLASS, INT. CLS. 9 AND 42. 
CSX IP, INC., RICHMOND, VA, CSX HOTELS, INC., WHITE 
SULPHUR SPRINGS, WV: 
1,619,168. REN. 1-12-01. INT. CL. 42. 
CTS CORPORATION, ELKHART IND: 
690,505, CANC. U.S. CL. 21. 
CULINAR INC., MONTREAL, QUEBEC, CANADA: 
1,813,911, CANC. INT. CL. 30. 
CULLIGAN INTERNATIONAL COMPANY, NORTHBROOK, IL: 
1,596,235. REN. 1-10-01. INT. CL. 11. 
CULVERT GROUP, LTD., BETHESDA, MD: 
2,429,781, PUB. 11-28-2000. INT. CL. 36. 
CUMBERLAND PUBLISHING, INC., LAVALE, MD: 
2,429,040, PUB. 11-28-2000. INT. CL. 35. 
CUMBERLAND VALLEY FINANCIAL CORPORATION, LOUIS- 
VILLE, KY: 
2,429,207, PUB. 11-28-2000. INT. CL. 36. 
CUNARD LINE LIMITED, NEW YORK, NY: 
1,813,835, CANC. INT. CL. 25. 
CURATIVE TECHNOLOGIES, INC., SETAUKET, MN: 
1,814,159, CANC. INT. CL. 42. 
CURLEY-BATES CO., BURLINGAME, CA: 
1,127,908, CANC. INT. CL. 25. 
CURTAIN AND DRAPERY FASHION, INC., GASTONIA, NC: 
1,573,448, CANC. INT. CL. 24. 
CUSTOM AIR PLENUMS, LLC, MORRISTONW, IN FROM CUS- 
TOM AIR-PLENUMS, INC., MORRISTOWN, TN: 
2,430,514, INT. CL. 11. 
CUSTOM AIR-PLENUMS, INC.: See— 
CUSTOM AIR PLENUMS, LLC. 
CVS VANGUARD, INC., SCARSDALE, NY: 
2,429,296, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
16, 20, 21 AND 28. 
CYANIDE MERCHANDISING COMPANY, INC., LOS ANGELES, 


1,811,958, CANC. INT. CL. 9. 
CYBERCARE, INC., BOYNTON BEACH, FL: 
2,429,637, PUB. 11-28-2000. INT. CL. 10. 
2,429,638, PUB. 11-28-2000. INT. CL. 10. 
CYBERCORP, INC., KENNESAW, GA: 
1,813,503, CANC. INT. CL. 9. 
CYBERTHINK, INC., BRIDGEWATER, NJ: 
2,429,715, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
35, 39 AND 42. 
CYPRESS MEDICAL PRODUCTS, L.P., MCHENRY, IL: 
2,429,170, PUB. 11-28-2000. INT. CL. 10. 
C2F, INC., BEAVERTON, OR, M. GRUMBACHER, INC., NEW 
YORK, NY: 
1,568,263. REN. 1-11-01. INT. CL. 16. 
C2L CORPORATION, SEATTLE, WA: 
1,814,286, CANC. MULTIPLE CLASS, INT. CLS. 7, 9 AND 
16. 
D. COLUCCIO & SONS, INC., BROOKLYN, NY: 
2,429,565, PUB. 11-28-2000. INT. CL. 29. 
DJ. ELEGANZA LTD., NEW YORK, NY, DEEJAY JEWELRY, 
INC., ROSELLE, NJ: 
1,606,344. REN. 1-6-01. INT. CL. 14. 
D.L. RYAN COMPANIES, LTD., WESTPORT, CT: 
1,812,368, CANC. INT. CL. 35. 
D&G LUMBER, THREE FORKS, MT: 
1,813,950, CANC. INT. CL. 31. 
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DACAR PRODUCTS COMPANY, INC., PITTSBURGH, PA, 
DACAR CHEMICAL COMPANY, PITTSBURGH, PA: 
1,613,418. REN. 1-6-01. INT. CL. | 
DADE MICROSCAN INC., WEST SACRAMENTO, CA: 
2,429,171, PUB. 7-11-2000. INT. CL. 9 
DAEWOO CORPORATION, SEOUL, REPUBLIC OF KOREA: 
1,127,901, CANC. INT. CL. 25. 
1,127,980, CANC. INT. CL. 37. 
DAEWOO INTERNATIONAL (AMERICA) CORP., COMPTON, 
CA: 
1,812,889, CANC. INT. CL. 15. 
DAH YANG TOY INDUSTRIAL CO., LTD., TAIPEI, TAIWAN: 
2,429,595, PUB. 11-28-2000. INT. CL. 28. 
DAHL, CRIS A., SAN MARCOS, CA: 
2,429,840, PUB. 11-28-2000. INT. CL. 28. 
DAIKIN INDUSTRIES, LTD., KITA-KU, OSAKA, JAPAN: 
2,429,204, PUB. 9-19-2000. MULTIPLE CLASS, INT. CLS. 
1 AND 4. 
DAILY LOCAL NEWS COMPANY, WEST CHESTER, PA: 
690,270, CANC. U.S. CL. 38. 
DAIMLERCHRYSLER AG, 70567 STUTTGART, FED REP GER- 
MANY: 
2,429,222, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
16, 35 AND 42. 
DAIRY BARN STORES, INC., EAST NORTHPORT, NY: 
1,612,440. REN. 1-6-01. INT. CL. 42. 
DAKOTA CASE, INC., PHILIP, SD, SCOTCHMAN INDUSTRIES, 
INC., PHILIP, SD: 
1,575,027. REN. 1-10-01. INT. CL. 20. 
DAMON, DAVID DANIEL, PORT TOWNSEND, WA: 
2,430,118, PUB. 11-28-2000. INT. CL. 25. 
DANA CORPORATION, TOLEDO, OH, AMERICAN BILTRITE 
RUBBER CO., INC., CHELSEA, MA: 
892,042. REN. 1-12-01. U.S. CL. 35 (INT. CL. 17). 
DANIEL KILBANE, MAYFIELD HEIGHTS, OH: 
2,430,107, PUB. 11-28-2000. INT. CL. 35. 
DANNON COMPANY, INC., THE, TARRYTOWN, NY: 
2,429,383, PUB. 11-28-2000. INT. CL. 29. 
2,429,384, PUB. 11-28-2000. INT. CL. 29. 
2,429,385, PUB. 11-28-2000. INT. CL. 29. 
DANZAS AEI INC., DARIEN, CT, AIR 
NATIONAL CORP., DARIEN, CT: 
1,615,181. REN. 1-9-01. INT. CL. 38. 
DAOU SYSTEMS, INC., SAN DIEGO, CA: 
2,429,224, PUB. 11-28-2000. INT. CL. 9. 
DARDEN CORPORATION, ORLANDO, FL: 
2,430,025, PUB. 11-28-2000. INT. CL. 42. 
DARLING, SHARON, QUINCY, FL: 
2,430,277, INT. CL. 20. 
DART CONTAINER CORPORATION, MASON, MI: 
2,429,098, PUB. 11-28-2000. INT. CL. 21. 
DASHAMERICA, INC., BROOMFIELD, CO, PEARL IZUMI, LTD., 
TOKYO, JAPAN: 
1,597,350. REN. 1-10-01. MULTIPLE CLASS, INT. CLS. 12, 
18 AND 25. 
DATAPOINT CORPORATION, NEW YORK, NY: 
2,429,076, PUB. 11-28-2000. INT. CL. 9. 
DATATECH SMARTSOFT, INC., WEST CONSHOHOCKEN, PA, 
GROUP | SOFTWARE, INC., GREENBELT, MD: 
1,579,881. REN. 1-12-01. INT. CL. 9. 
DATATRAC CORPORATION, MILWAUKEE, WI: 
2,430,535, INT. CL. 36. 
2,430,536, INT. CL. 36. 
DAVEY TREE EXPERT COMPANY, THE, KENT, OH: 
2,429,847, PUB. 11-28-2000. INT. CL. 42. 


DAVIS & FERENZ, INC., CLEARWATER, FL, DBA 
CLEARVISION: 


1,813,577, CANC. INT. CL. 9. 
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DAVIS FURNITURE 
POINT, NC: 

1,813,762, CANC. INT. CL. 20. 
DAVISON, COHEN & COMPANY, WASHINGTON, DC: 
1,812,364, CANC. INT. CL. 35. 
DAVSTAR INDUSTRIES, LTD., NEWPORT BEACH, CA: 
1,812,838, CANC. INT. CL. 10. 
DAWN ENTERPRISES, INC., VALLEY VIEW, OH: 
1,569,534. REN. 1-11-01. INT. CL. 12. 
DAY & FRICK, INC., PHILADELPHIA PA: 
690,101, CANC. U.S. CL. 18. 
DAY-GLO COLOR CORP., CLEVELAND, OH: 
2,430,487, INT. CL. 2. 
DAY, BERRY & HOWARD LLP, HARTFORD, CT: 
2,429,198, PUB. 11-28-2000. INT. CL. 42. 
DAYS INNS OF AMERICA, INC., PARSIPPANY, NJ: 
1,814,545, CANC. INT. CL. 42. 
DAYTON STENCIL WORKS COMPANY, THE, DAYTON, OH: 
1,135,498. REN. 1-10-01. MULTIPLE CLASS, INT. CLS. 6, 
20 AND 42. 
DAYTON WALTHER CORPORATION, DAYTON, OH: 
2,430,183, INT. CL. 12. 
DE DIETRICH (USA), INC., UNION, NJ: 
1,143,268. REN. 1-12-01. INT. CL. 11. 
DEAN FOODS COMPANY, FRANKLIN PARK, IL: 
1,812,290, CANC. INT. CL. 29. 
DEARBORN FINANCIAL PUBLISHING, INC., CHICAGO, IL: 
1,573,037, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 16. 
DEC INTERNATIONAL, INC., MADISON, WI: 
2,430,042, PUB. 11-28-2000. INT. CL. 9. 

DECORA, INCORPORATED, FORT EDWARD, NY, DBA 

DECORA MANUFACTURING: 
1,813,855, CANC. INT. CL. 28. 

DEE CEE LABORATORIES, INC., MADISON, TN: 

894,922. REN. 1-10-01. U.S. CL. 18 (INT. CL. 5). 

DEJAMUSE.COM, INC., FERNDALE, MD: 

2,429,307, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
35 AND 41. 
DEJORIA, JOHN PAUL JONES, SANTA CLARITA, CA: 
1,814,317, CANC. INT. CL. 3. 
DEL LABORATORIES, INC., UNIONDALE, NY: 
2,430,362, INT. CL. 3. 

DEL MONTE CORPORATION, SN FRANCISCO, CA, CALI- 
FORNIA FRUIT CANNERS ASSOCIATION, SAN FRANSISCO, 
CA: 

77,291. REN. 1-12-01. U.S. CL. 46 (INT. CL. 29). 

DEL-NAT TIRE CORPORATION, MEMPHIS, TN: 

1,635,425. REN. 1-10-01. MULTIPLE CLASS, INT. CLS. 12 
AND 42. 

DELAVAL INC, KANSAS CITY, MO, ALFA-LAVAL AGRI, INC., 
KANSAS CITY, MO: 

1,600,316. REN. 1-12-01. INT. CL. 5. 

DELAWARE CHARTER GUARANTEE & TRUST COMPANY, 
WILMINGTON, DE FROM TRUST CONSULTANTS, INC., SAN 
MATEO, CA: 

2,430,155, INT. CL. 36. 

DELEVAL INC, KANSAS CITY, MO, ALFA-LAVAL AGRI, INC., 

KANSAS CITY, MO: 
1,600,317. REN. 1-12-01. INT. CL. 5. 
DELMA ELEKTRO- UND MEDIZINISCHE APPARATEBAU GE- 


SELLSCHAFT MBH, 78532 TUTTLINGEN, FED REP GER- 
MANY: 


1,571,722, CANC. INT. CL. 10. 

DELTA FURNITURE RENTALS, INC., PITTSBURGH, PA: 
1,572,562, CANC. INT. CL. 42. 

DELTA HOTELS LIMITED, TORONTO, ONTARIO, CANADA: 
1,814,540, CANC. INT. CL. 42. 

DELUXE DATA SYSTEMS, INC., MILWAUKEE, WI: 
1,814,027, CANC. INT. CL. 36. 
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DEMART PRO ARTE B.V., NL-1076 EE AMSTERDAM, SWIT- 
ZERLAND, SALVADOR DALI FOUNDATION, INC., THE, ST. 
PETERSBURG, FL: 


1,594,631. REN. 1-9-01. INT. CL. 41. 
DEMATTEO, JOHN J. JR, SCOTTSVILLE, VA: 
1,812,888, CANC. INT. CL. 14. 
DENN, BARRIE, NEW YORK, NY: 
1,813,841, CANC. INT. CL. 25. 
DENNISON MANUFACTURING COMPANY, PASADENA, CA: 
1,572,964, CANC. INT. CL. 8. 
DENTAL WORLD CENTER, INC., GARDEN CITY, NY: 
1,128,041, CANC. INT. CL. 42. 
DENTAL/MEDICAL DIAGNOSTIC SYSTEMS, INC., WESTLAKE 
VILLAGE, CA: 
2,429,158, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
3 AND 5 
DENTISTRY ONLINE, INC., VANCOUVER, WA: 
2,429,885, PUB. 11-28-2000. INT. CL. 9. 
DENTSPLY INTERNATIONAL INC., YORK, PA: 
1,814,328, CANC. INT. CL. 5. 
DENTSPLY RESEARCH & DEVELOPMENT CORP., MILFORD, 
DE: 
1,128,215, CANC. INT. CL. 10. 
DEP CORPORATION, RANCHO DOMINGUEZ, CA: 
1,811,790, CANC. INT. CL. 3. 
DEPOE BAY FISH COMPANY, INC., NEWPORT, OR, AKA 
DEPOE BAY FISH CO., AKA DEPOE BAY FISH CO.: 
1,626,127. REN. 1-12-01. INT. CL. 29. 
DEPUY ORTHOPAEDICS, INC., WARSAW, IN: 
2,429,126, PUB. 11-28-2000. INT. CL. 10. 
DES ACTION, OAKLAND, CA: 
1,814,262, CANC. INT. CL. 42. 
DESCO VON SCHULTHESS AG, 8002 ZURICH, SWITZERLAND: 
2,429,509, PUB. 11-28-2000. INT. CL. 14. 
DESIGNS FOR VISION, INC., NEW YORK, NY: 
1,128,562. REN. 1-11-01. INT. CL. 9. 
DESIGNTECH INTERNATIONAL, INC., 
HONEYWELL INC., MINNEAPOLIS, MN: 
1,620,909. REN. 1-12-01. INT. CL. 9. 
DESKTOPPAL, INC., INDIANAPOLIS, IN: 
2,430,135, PUB. 11-28-2000. INT. CL. 9 
DESOTO’S INC., HUNTINGTON, WV: 
1,574,006, CANC. INT. CL. 42. 
DESOUZA, ELIZABETH D., SOUTHFIELD, MI, DBA THE PSY- 
CHIC CONNECTION: 
1,813,795, CANC. INT. CL. 25. 
DESPERTT, KEVIN, WASHINGTON, DC: 
2,430,096, PUB. 11-28-2000. INT. CL. 41. 
DESSEAUX, GUY, 1380 OHAIN, BELGIUM: 
2,430,571, MULTIPLE CLASS, INT. CLS. 30 AND 35. 
DETROIT LIONS, INC., PONTIAC, MI: 
1,813,638, CANC. MULTIPLE CLASS, INT. CLS. 16 AND 
25. 
DETROIT TIGERS, INC., DETROIT, MI, JOHN E. FETZER, INC., 
DETROIT, MI: 
1,595,058. REN. 
AND 14. 
DETROIT-ARMOR CORPORATION: 
1,128,145, CANC. INT. CL. 6. 
DEVELOPMENT DIMENSIONS 
BRIDGEVILLE, PA: 
1,598,888. REN. 1-10-01. MULTIPLE CLASS, INT. CLS. 35 
AND 41. 
DEWITT COMPANY, SIKESTON, MO: 
1,571,994, CANC. INT. CL. 24. 
DGH LTD.: See— 
GO2MARKET.COM. 


SPRINGFIELD, VA, 


1-6-01. MULTIPLE CLASS, INT. CLS. 9 


INTERNATIONAL, _ INC., 
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DHD HEALTHCARE CORPORATION, CANASTOTA, NY: 
2,429,504, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
10 AND 40. 
DIAL BRANDS INC., SCOTTSDALE, AZ: 
2,429,744, PUB. 11-28-2000. INT. CL. 4. 
DIAL CORP, THE, PHOENIX, AZ: 
1,812,656, CANC. INT. CL. 5. 
1,813,648, CANC. INT. CL. 16. 
1,813,649, CANC. INT. CL. 16. 
DIAMOND NEEDLE CORP., NEW YORK, NY: 
1,811,876, CANC. INT. CL. 7. 
DIAMOND TOURS, INC., PERRINEVILLE, NJ: 
1,611,579. REN. 1-6-01. INT. CL. 39. 
DICARLO, LOUIS, NEW YORK, NY: 
2,429,645, PUB. 11-28-2000. INT. CL. 25. 
DICK CEPEK, INC., SOUTH GATE, CA: 
1,128,229, CANC. INT. CL. 12. 
DICKSON, ALLEN, WALNUT CREEK, CA, DBA TREE DIMEN- 
SIONS: 
1,573,581, CANC. INT. CL. 28. 
DIDSOFT SYSTEMS INCORPORATED: See— 
COMMERCEROUTE, INC. 
DIEDRICH COFFEE, INC., IRVINE, CA: 
2,429,261, PUB. 11-28-2000. INT. CL. 30. 
DIESEL ONLY RECORDS, INC., BROOKLYN, NY: 
1,812,449, CANC. INT. CL. 41. 
DIET CENTER, INC., REXBURG, ID TO DIET CENTER WORLD- 
WIDE, INC., AKRON, OH: 
1,573,681, CANC. INT. CL. 30. 
DIGGLER, INC., PETALUMA, CA: 
2,430,435, INT. CL. 28. 
DIGITAL DISCOVERIES INC., KNOXVILLE, TN: 
2,429,239, PUB. 7-4-2000. INT. CL. 35. 
DIGITAL FOCUS, INC., RESTON. VA: 
2,429,349, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
35 AND 42. 
DIGITIZE, INC., LAKE HOPATCONG, NJ: 
1,625,437. REN. 1-8-01. INT. CL. 9. 
DIKE-O-SEAL, INCORPORATED, CHICAGO, IL: 
698,330. REN. 1-10-01. U.S. CL. 1 (INT. CL. 17). 
DILLARD DEPARTMENT STORES, INC., LITTLE ROCK, AR: 
1,812,579, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 26. 
DILLON FLORAL CORPORATION, BLOOMSBURG, PA: 
2,429,410, PUB. 11-28-2000. INT. CL. 35. 
DIMAC CORPORATION, BRIDGETON, MO: 
1,814,011, CANC. INT. CL. 35. 
DIMENSION TRADING, INC., HOUSTON, TX: 
2,429,335, PUB. 11-28-2000. INT. CL. 14. 
DIMENSIONAL ANALYSIS SYSTEMS, INC., ANTIOCH, TN: 
1,812,500, CANC. INT. CL. 42. 
DIMMICK, J.T., GARBERVILLE, CA, DBA J.T. DIMMICK FOR- 
EST CO.: 
1,594,786. REN. 1-9-01. INT. CL. 1. 
DINERSTY, INC., ANN ARBOR, MI: 
1,814,267, CANC. INT. CL. 42. 
DIONEX CORPORATION, SUNNYVALE, CA: 
1,595,109. REN. 1-12-01. INT. CL. 9. 
DIRECT TELLER SYSTEMS, INC., CINCINNATI, OH: 
1,617,483. REN. 1-11-01. INT. CL. 9. 
DISCOVER MARKETING INNOVATIONS, INC., TWINSBURG, 
OH: 
1,573,747, CANC. INT. CL. 35. 
DISCOVERY COMMUNICATIONS, INC., BETHESDA, MD: 
1,814,104, CANC. INT. CL. 41. 
2,430,249, INT. CL. 9. 
DISCOVERY MUSIC, VAN NUYS, CA: 
1,814,388, CANC. INT. CL. 9. 
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DITTO DOCUMENT SERVICES, INC., PITTSBURGH, PA 
2,429,322, PUB. 11-28-2000. INT. CL. 35 
2,429,324, PUB. 11-28-2000. INT. CL. 35 
DIVERSEY CORP., LIVONIA, MI: 
1,572,825, CANC. INT. CL. 5. 
1.813.386, CANC. INT. CL. 7 
DIVERSIFIED EDUCATIONAL SERVICES, DETROIT, MI: 
1,813,044, CANC. INT. CL. 28. 
DIVERSIFIED FASTENING SYSTEMS, INC., CHARLES CITY, IA: 
1,606,852. REN. 1-11-0i. INT. CL. 42 
DIVERSIFIED PRINTING SERVICES, INC., MINNEAPOLIS, MN 
2,429,086, PUB. 11-28-2000. INT. CL. 42. 
DIVERSIFIED SPECIALISTS, INC.. HOUSTON. TX: 
1,813,028, CANC. INT. CL. 28 
DIXON CHAMBER OF COMMERCE, DIXON, CA: 
1,573,753, CANC. INT. CL. 35 
DJB ENTERPRISES. INC., AVON, CO 
1,814,587, CANC. INT. CL. 16. 
DLJ LONG TERM INVESTMENT CORPORATION, CHICAGO, IL 
2,429,576, PUB. 6-13-2000. INT. CL. 36 
DMA GROUP, INC.. HAMPTON, NH: 
1,575,406. REN. 1-10-01. INT. CL. 35 
DND COMMUNICATIONS, L.L.C., ST. LOUIS, MO: 
2,429,918, PUB. 11-28-2000. INT. CL. 16. 
DO IT BEST CORP, FORT WAYNE, IN, HARDWARE WHOLE- 
SALERS, INC., FORT WAYNE, IN: 
1,593,770. REN. 1-6-01. INT. CL. 4. 
DOBBS TEMPORARY SERVICES, INC., 
DBA PROSTAFF: 
2,430,548, INT. CL. 35. 
DOBER CHEMICAL CORPORATION, MIDLOTHIAN, IL: 
1,814,308, CANC. INT. CL. 1. 
DOBIE INDUSTRIES, INC., NEW YORK, NY: 
1,813,000, CANC. INT. CL. 25. 
DOERING, PAUL F., ROCHESTER, NY: 
2,430,125, PUB. 11-28-2000. INT. CL. 42 
DOHNER & ASSOCIATES, INC., LISLE, IL, DBA DAI TECH- 
NOLOGIES, INC.: 
1,811,930, CANC. INT. CL. 9. 
DOLLYWOOD COMPANY, THE, PIGEON FORGE, TN: 
2,430,095, PUB. 11-28-2000. INT. CL. 41 
DOMINO PRODUCTS, INC., BIG SPRINGS, TX 
1,128,370, CANC. INT. CL. 28. 
DOMTAR INC., MONTREAL, CANADA: 
1,571,910, CANC. INT. CL. 16. 
1,571,911, CANC. INT. CL. 16. 
2,430,337, INT. CL. 16. 
DON JOY, INC., CARLSBAD, CA: 
1,128,137, CANC. INT. CL. 5. 
DONNER SCIENTIFIC COMPANY, CONCORD, CA: 
690,199, CANC. U.S. CL. 26. 
DONNKENNY APPAREL, INC., NEW YORK, NY: 
1,812,979, CANC. INT. CL. 25. 
DONSIDE PAPER COMPANY LIMITED, THE, EDINBURGH EH3 


7NE, SCOTLAND, UK PAPER PLC, SITTINGBOURNE, KENT 
ME10 3ET, ENGLAND: 


1,594,178. REN. 1-11-01. INT. CL. 16. 

DOOR SYSTEMS, INC., ELK GROVE VILLAGE, IL: 
1,573,029, CANC. INT. CL. 9. 

DORIC PRODUCTS, INC., MARSHALL, IL: 
2,430,419, INT. CL. 19. 

DORON FOODS, INC., NEW YORK, NY: 
1,573,966, CANC. INT. CL. 42. 

DOSS, GINGER, AUSTIN, TX: 
2,429,801, PUB. 11-28-2000. INT. CL. 9. 

DOUBLE DIGITS, INC., WOODLAND HILLS, CA: 
2,429,607, PUB. 11-28-2000. INT. CL. 35. 
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DOUGLAS, TED, WEST BRATTLEBORO, VT, DBA WICHASA 
NOTES: 
1,128,270, CANC. INT. CL. 16 
DOULOS MINISTRIES, INC., LITTLETON, CO 
2,430,062, PUB. 11-28-2000. INT. CL. 41 
DOVO STAHLWAREN BRACHT GMBH & CO. KG, SOLINGEN 
WALD, FED REP GERMANY, FRITZ BRACHT, 565 
SOLINGEN-WALD, FED REP GERMANY: 
892,638. REN. 1-8-01. MULTIPLE CLASS, U.S. CLS. 2 (INT. 
CL. 8), 23 (INT. CL. 8) AND 44 (INT. CL. 8). 
DOW CHEMICAL COMPANY, THE, MIDLAND, MI: 
690,380, CANC. U.S. CL. 6. 
DOW JONES & COMPANY, INC., NEW YORK, NY: 
1,813,245, CANC. INT. CL. 35. 
1,813,253, CANC. INT. CL. 42. 
DOWDEN PUBLISHING COMPANY, INC., MONTVALE, NJ: 
1,814,586, CANC. INT. CL. 16 
DOYLE BASEBALL, INC., WINTER HAVEN, FL: 
1,811,971, CANC. MULTIPLE CLASS, INT. CLS. 9, 16, 25, 
28 AND 41 
DR LIVINGSTONE I PRESUME OF FLORIDA INC., ST. AUGUS- 
TINE, FL: 
1,813,830, CANC. INT. CL. 25. 
DR. K INTERNATIONAL TRADING COMPANY, INC., GLEN- 
DALE, CA: 
2,429,749, PUB. 11-28-2000. INT. CL. 28. 
2,429,752, PUB. 11-28-2000. INT. CL. 28. 
DR. LAURA SCHLESSINGER FOUNDATION, LOS ANGELES, 
CA: 
2,429,265, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
18, 21, 28 AND 42. 
DRACKETT COMPANY, THE, CINCINNATI OHIO: 
690,228, CANC. U.S. CL. 29. 
DRAEGER SAFETY, INC., PITTSBURGH, PA: 
2,430,101, PUB. 11-28-2000. INT. CL. 9. 
DRAGONFLY ENTERTAINMENT (B.C.), INC., HOLLYWOOD, 
CA: 
2,429,995, PUB. 11-28-2000. INT. CL. 42. 
DRAKA USA CORPORATION, FRANKLIN, MA: 
2,429,768, PUB. 11-28-2000. INT. CL. 36. 
DRAKE AQUISITION COMPANY, PEORIA, IL, WALTER DRAKE 
AND SONS, INC., COLORADO SPRINGS, CO: 
895,688. REN. 1-10-01. U.S. CL. 101 (INT. CL. 35). 
DRAZGA, EDWARD A., CHERRY HILL, NJ: 
1,814,310, CANC. INT. CL. 1. 
DRESSELHUYS, DONN R., MILWAUKEE, WI: 
1,812,857, CANC. INT. CL. 11. 
1,814,403, CANC. INT. CL. 11. 
DRESSER EQUIPMENT GROUP, INC., CARROLLTON, TX, 
GROVE REGULATOR COMPANY, OAKLAND, CA: 
§21,384. REN. 1-6-01. U.S. CL. 13 (INT. CLS. 7 AND 9). 
DRESSER INDUSTRIES, INC., DALLAS TX: 
690,361, CANC. U.S. CL. 1. 
DREXLER, PAUL F., MARLBOROUGH, CT, DBA PFD STUDIOS: 
2,429,961, PUB. 11-28-2000. INT. CL. 28. 
DREYER’S GRAND ICE CREAM, INC., OAKLAND, CA: 
1,813,087, CANC. INT. CL. 30. 
DROUJKOVA, MARIA, CARY, NC: 
2,430,258, INT. CL. 41. 
DSC COMMUNICATIONS CORPORATION, PLANO, TX: 
1,813,563, CANC. INT. CL. 9. 
DSM N.V., 6411 TE HEERLEN, NETHERLANDS, NAAMLOZE 
VENNOOTSCHAP DSM, HEERLEN, NETHERLANDS: 
1,604,238. REN. 1-10-01. INT. CL. 1. 
DSQUARED DEVELOPMENT, INC., LA GRANDE, OR: 
2,430,080, PUB. 11-28-2000. INT. CL. 9. 
DTMC, INC, FRANKLIN PARK, IL, AUNT JANE FOODS, INC., 
CROSWELL, MI: 
1,613,075. REN. 1-8-01. INT. CL. 29. 
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DTMC, INC., FRANKLIN PARK, IL FROM DEAN PICKLE AND 
SPECIALTY PRODUCTS COMPANY, GREEN BAY, WI: 
2,430,407, INT. CL. 21. 
DUCKS UNLIMITED, INC., MEMPHIS, TN: 
882,285. REN. 1-8-01. U.S. CL. 200. 
DUKE & LONG DISTRIBUTING COMPANY, INC., PADUCAH, 
KY: 


2,429,240, PUB. 11-28-2000. INT. CL. 35. 
DUNKIRK ICE CREAM CO. INC., DUNKIRK, NY: 
1,813,917, CANC. INT. CL. 30. 
DURACO, INC., FOREST PARK, DE: 
1,595,361. REN. 1-6-01. INT. CL. 17. 
DURAGRIP PRODUCTS, SIGNAL HILL, CA: 
1,813,870, CANC. INT. CL. 28. 
DURATHERM PROCESSING SYSTEMS, INC., ST. CHARLES, IL: 
2,430,181, MULTIPLE CLASS, INT. CLS. 9 AND 11. 


DURHAM, ROGER OWEN, BURBANK, CA, DBA BULLSEYE 
CYCLE CORP.: 


1,813,618, CANC. INT. CL. 12. 
DURION COMPANY, INC., THE, DAYTON, OH: 
1,127,811, CANC. INT. CL. 7. 
DVI FINANCIAL SERVICES INC., DOYLESTOWN, PA: 
2,430,092, PUB. 11-28-2000. INT. CL. 36. 
DYNAMIC CLOSURES CORPORATION, MASSENA, NY: 
1,600,351. REN. 1-8-01. INT. CL. 6. 
DYNAMIC SYSTEM SOLUTIONS, INC., HERNDON, VA: 
2,429,563, PUB. 11-28-2000. INT. CL. 9. 
DYNAMITE MARKETING, INC., MERIDIAN, ID: 
2,429,250, PUB. 11-28-2000. INT. CL. 5. 
DYSAN INTERNATIONAL CORPORATION, MILPITAS, CA: 
1,811,916, CANC. INT. CL. 9. 
E MI LIMITED, HAYES ENGLAND: 
690,255, CANC. U.S. CL. 36. 
E. CLAIBORNE ROBINS COMPANY, INC., RICHMOND, VA: 
1,812,674, CANC. INT. CL. 5. 
E. EXCEL INTERNATIONAL, INC., SPRINGVILLE, UT: 
2,430,346, INT. CL. 3. 
E. GLUCK CORPORATION, LONG ISLAND CITY, NY: 
1,600,699. REN. 1-12-01. INT. CL. 14. 
E. I. DU PONT DE NEMOURS AND COMPANY, WILMINGTON, 
DE: 
1,572,703, CANC. INT. CL. 1. 
1,813,214, CANC. U.S. CL. A. 
E. R. CARPENTER COMPANY, INC., RICHMOND, VA: 
1,812,946, CANC. INT. CL. 20. 
E. STEWART MITCHELL, BALTIMORE, MD: 
2,429,395, PUB. 10-3-2000. MULTIPLE CLASS, INT. CLS. 
19 AND 37. 
E.Il. DU PONT DE NEMOURS AND COMPANY, WILMINGTON, 
DE: 
2,430,195, INT. CL. 5. 
E.S. ORIGINALS, INC., NEW YORK, NY: 
1,621,287. REN. 1-9-01. INT. CL. 25. 
E=MC2, INC., GLENDALE, CA: 
2,429,092, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
41 AND 42. 
EAGLE & TAYLOR COMPANY, BOARDMAN, OH, EAGLE WIN- 
DOW AND DOOR INC., DUBUQUE, IA: 
1,598,147. REN. 1-9-01. INT. CL. 6. 
EAGLE - PICHER INDUSTRIES, INC., CINCINNATI OHIO: 
690,431, CANC. U.S. CL. 16. 
EAGLE VISION, INC., MEMPHIS, TN: 
1,567,882. REN. 1-10-01. INT. CL. 10. 
1,567,882, CANC. INT. CL. 5. 
1,568,168. REN. 1-8-01. INT. CL. 10. 
1,598,098. REN. 1-8-01. MULTIPLE CLASS, INT. CLS. 5 
AND 10. 
1,598,099. REN. 1-10-01. INT. CL. 10 
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1,598,099, CANC. INT. CL. 5. 
EARBEAR COMPANY, PINEHURST, NC: 
1,601,085. REN. 1-12-01. INT. CL. 28. 
EARNEST PARTNERS, L.L.C.. ATLANTA, GA TO EARNEST 
PARTNERS, L.L.C., ATLANTA, GA: 
2,392,121, COR. INT. CL. 36. 
EARTH LORE, LTD., WINNIPEG, MANITOBA, CANADA: 
2,429,213, PUB. 11-28-2000. INT. CL. 28. 
EARTH WEB, INC., NEW YORK, NY, F. D. THOMPSON PUBLI- 
CATIONS, INC., NEW YORK, NY: 
699,025. REN. 1-10-01. U.S. CL. 38 (INT. CL. 16). 
EARTHKIND USA, WASHINGTON, DC: 
1,812,455, CANC. INT. CL. 41. 
EAST WEST MEDIA PRODUCTIONS, INC., TUCSON, AZ: 
2,430,106, PUB. 11-28-2000. INT. CL. 9. 
EASTBAY, INC., WAUSAU, WI: 
2,430,151, INT. CL. 25. 
EASTMAN KODAK COMPANY, ROCHESTER, NY: 
1,812,798, CANC. INT. CL. 9. 
EBASCO SERVICES INCORPORATED, NEW YORK, NY: 
1,149,371, CANC. INT. CL. 16. 
EBCO TOOLS, INC., ST. LOUIS, MO: 
1,812,181, CANC. INT. CL. 20. 
ECES, INC., BAHAMA, NC: 
1,572,881, CANC. INT. CL. 6. 
ECKERD CORPORATION, LARGO, FL: 
2,429,802, PUB. 11-28-2000. INT. CL. 35. 
ECKMAN, DEE, SANTA MONICA, CA, DBA DERMACENTRE: 
1,813,302, CANC. INT. CL. 3. 
ECLECTIC PRODUCTS, INC., EUGENE, OR, ECLECTIC PROD- 
UCTS, INC., CARSON, CA: 
1,621,852. REN. 1-11-01. INT. CL. 1. 
1,624,315. REN. 1-11-01. INT. CL. 1. 
ECO EXPO INC., SHERMAN OAKS, CA: 
1,812,340, CANC. INT. CL. 35. 
ECO-SNOW SYSTEMS INC., LIVERMORE, CA: 
2,429,388, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
7 AND 9. 
ECOLAB INC., ST. PAUL, MN: 
2,430,022, PUB. 11-28-2000. INT. CL. 3. 
ECOLAB, INC., ST. PAUL, MN: 
1,626,645. REN. 1-8-01. INT. CL. 5. 
ECOLINK, INC., STONE MOUNTAIN, GA: 
2,429,937, PUB. 11-28-2000. INT. CL. 35. 
ECONOCRUISE INC., ANN ARBOR, MI: 
1,814,385, CANC. INT. CL. 9. 
ECOWATER SYSTEMS, INC., WOODBURY, MN, ECODYNE 
CORPORATION, WOODBURY, MN: 
1,613,312. REN. 1-11-01. INT. CL. 42. 
ECOWATER SYSTEMS, INC., WOODBURY, MN: 
1,616,601. REN. 1-11-01. MULTIPLE CLASS, INT. CLS. 11 
AND 40. 
ED-U-CARDS MFG. CORP., LONG ISLAND CITY, NY, DBA ED- 
U-CARDS: 
690,161, CANC. U.S. CL. 22. 
EDDIE BAUER, INC., REDMOND, WA: 
2,429,474, PUB. 7-4-2000. INT. CL. 35. 
2,430,268, INT. CL. 12. 
EDELBROCK CORP., TORRANCE, CA, EDELBROCK EQUIP- 
MENT COMPANY, EL SEGUNDO, CA: 
893,650. REN. 1-12-01. U.S. CL. 23 (INT. CLS. 7 AND 12). 
EDELMAN, WAYNE, NEW YORK, NY: 
2,429,685, PUB. 11-28-2000. INT. CL. 42. 
EDEN BASKETS, INC., HOBOKEN, NJ: 
1,578,295. REN. 1-10-01. INT. CL. 42. 
EDIT HOUSE, THE, BRIGHTON, MA: 
1,814,101, CANC. INT. CL. 40. 
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EDM ZAP PARTS, INC., LISLE, IL: 
2,429,923, PUB. 11-28-2000. INT. CL. 7. 
EDUCATION MANAGEMENT CORPORATION, PITTSBURGH, 
PA, DBA THE ART INSTITUTE OF DALLAS: 
1,621,670. REN. 1-12-01. INT. CL. 41. 
EDUCATIONAL TESTING SERVICE, PRINCETON, NJ: 
1,571,689, CANC. INT. CL. 9. 
1,812,905, CANC. INT. CL. 16. 

EDWARD LOWE GLASS DESIGNS, INC., ARCADIA, FL: 
1,812,185, CANC. INT. CL. 21. 

EDWARDS RESTAURANT, INC., KNOXVILLE, TN: 

1,128,049, CANC. INT. CL. 42. 
EDWARDS, BARBARA BOTT, KANSAS CITY, MO: 
1,813,766, CANC. INT. CL. 21. 
EE HOLDINGS, INC., ADDISON, TX, ELLARD, BILL J., DAL- 
LAS, TX: 
1,599,049. REN. 1-6-01. INT. CL. 36. 
EGAN GROUP, L.L.C., TOWN AND COUNTRY, MO: 
2,430,501, INT. CL. 35. 
EGRIPMENT BV, VAN NUYS, CA: 
1,598,416. REN. 1-10-01. INT. CL. 9. 

EHRREICH, GEORGE BARRON, HUNTINGTON BEACH, CA: 
2,429,690, PUB. 11-28-2000. INT. CL. 9. 

EIGHTH MILIEU NOMINEES PTY. LTD., RESERVOIR, VIC- 

TORIA 3073, AUSTRALIA: 
2,429,180, PUB. 11-28-2000. INT. CL. 17. 

EIGHTROCK INC., ATLANTA, GA: 

1,812,096, CANC. INT. CL. 16. 

EINHORN, YAFFEE, PRESCOTT, P.C., ALBANY, NY: 
2,430,573, INT. CL. 42. 

EK COMMANDO KNIFE COMPANY, RICHMOND, VA: 
1,317,692, COR. INT. CL. 8. 

EKCO HOUSEWARES, INC., FRANKLIN PARK, IL: 
2,430,217, MULTIPLE CLASS, INT. CLS. 8 AND 21. 

EL CORTE INGLES, S.A., 28009 MADRID, SPAIN: 
1,813,802, CANC. INT. CL. 25. 

EL RIO ARRIBA INVESTMENT COMPANY, KANSAS CITY, MO, 

DBA AUSTIN LAW CENTER, INC.: 
1,629,543. REN. 1-8-01. INT. CL. 42. 

EL TORITO RESTAURANTS, INC., IRVINE, CA: 
2,429,398, PUB. 11-28-2000. INT. CL. 29. 

ELAINE INCORPORATED, PATERSON, NJ: 

1,571,582, CANC. INT. CL. 7. 

ELCO LAMP & SHADE STUDIO, INC., MOUNT VERNON, NY: 
1,812,853, CANC. INT. CL. 11. 

ELECTRO-PLASMA, INC., IRVINE, CA: 

1,811,872, CANC. INT. CL. 7. 
ELECTRO-TERM, INC., SPRINGFIELD, MA: 
1,149,641. REN. 1-12-01. INT. CL. 9. 
1,149,641, CANC. MULTIPLE CLASS, INT. CLS. 8 AND 17. 

ELECTRODYNE, INC., ALEXANDRIA, VA: 

1,573,240, CANC. INT. CL. 12. 

ELECTROMEDICS, INC., DENVER, CO: 
1,128,180, CANC. INT. CL. 9. 

ELECTRONIC DATA SYSTEMS CORPORATION, PLANO, TX: 
1,811,892, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 16. 
2,429,879, PUB. 11-28-2000. INT. CL. 35. 

ELECTRONIC REALTY ASSOCIATES, INC., SHAWNEE MIS- 

SION, KS: 
1,127,965, CANC. INT. CL. 36. 
ELECTRONIC TELE-COMMUNICATIONS, INC., WAUKESHA, 


2,429,412, PUB. 11-28-2000. INT. CL. 9. 

ELKA CHILD EDUCATION CENTER, INC., GARY, IN: 
2,429,695, PUB. 11-28-2000. INT. CL. 41. 

ELLIS & ELLIS ASSOCIATES, INC., ST. PETERSBURG, FL: 
2,430,123, PUB. 11-28-2000. INT. CL. 35. 


GAZETTE FEBRUARY 20, 2001 


ELMAN, STEVEN ROBERT, CARBONDALE, CO, DBA CARPET 

CONNECTION: 
1,812,541, CANC. INT. CL. 42. 

ELMES, ROBERT, WILLIAMSBURG, NY: 

2,429,571, PUB. 11-28-2000. INT. CL. 42. 

ELMORE, ROBERT L., FORT LAUDERDALE, FL: 

2,430,043, PUB. 11-28-2000. INT. CL. 42. 

ELOQUENCE, INC., BRENTWOOD, TN: 

2,429,693, PUB. 11-28-2000. INT. CL. 35. 
ELSAMEX, S.A., MADRID, SPAIN: 
1,573,855, CANC. INT. CL. 37. 

EMBERS CHARCOAL COMPANY, INC., LAKE CITY, SC: 
1,572,793, CANC. INT. CL. 4. 

EMBREX, INC., RESEARCH TRIANGLE PARK, NC: 
2,429,594, PUB. 11-28-2000. INT. CL. 9. 

EMC ACQUISITION CORP, BIRMINGHAM, AL, ELECTRIC MA- 
CHINE CONTROL, INC., MAYLENE, AL: 

1,607,212. REN. 1-11-01. INT. CL. 9. 

EMERSON ELECTRIC CO., ST. LOUIS, MO: 

892,899. REN. 1-12-01. U.S. CL. 34 (INT. CLS. 9, 11 AND 
17). 

1,573,112, CANC. INT. CL. 9. 

1,812,714, CANC. INT. CL. 7. 

EMERSON POWER TRANSMISSION MANUFACTURING, L.P., 
MAYSVILLE, KY, STEPHENS-ADAMSON MFG. CO., AU- 
RORA, IL: 

380,006. REN. 1-8-01. U.S. CL. 23 (INT. CL. 7). 

EMERSON POWER TRANSMISSION MANUFACTURING, L.? 
MAYSVILLE, KY, BROWNING MANUFACTURING COM- 
PANY, MAYSVILLE, KY: 

530,254. REN. 1-8-01. U.S. CL. 35 (INT. CL. 7). 

702,894. REN. 1-8-01. U.S. CL. 23 (INT. CL. 7). 
EMERSON RADIO CORP., PARSIPPANY, NJ: 

2,429,405, PUB. 11-28-2000. INT. CL. 9. 
EMHART INC., NEWARK, DE: 

2,430,196, INT. CL. 6. 

EMMIS COMMUNICATIONS CORPORATION, INDIANAPOLIS, 
IN: 


2,430,418, INT. CL. 35. 
EMPI, INC., ST. PAUL, MN: 
1,812,822, CANC. INT. CL. 10. 
EMPIRE STATE BUILDING COMPANY, NEW YORK, NY: 
2,429,297, PUB. 11-28-2000. INT. CL. 36. 
EMPLOYMENT SERVICES INTERNATIONAL, INC., WALLED 
LAKE, MI: 
2,430,143, PUB. 11-28-2000. INT. CL. 35. 
2,430,144, PUB. 11-28-2000. INT. CL. 35. 
ENDOTRONICS, INC., MINNEAPOLIS, MN: 
1,813,255, CANC. INT. CL. 42. 
ENERGY AMERICA INCORPORATED, IRVINE, CA: 
1,573,789, CANC. MULTIPLE CLASS, INT. CLS. 36 AND 
39. 
ENERGY LAKE KUNG-FU STUDIOS CANADA INC., TORONTO, 
ONTARIO, M8Z 137, CANADA: 
1,814,113, CANC. INT. CL. 41. 
ENERVA CORPORATION, HOUSTON, TX: 
2,430,128, PUB. 11-28-2000. INT. CL. 42. 
ENGAGE NETWORKS, INC., MILWAUKEE, WI: 
2,429,389, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
38 AND 42. 
2,429,603, PUB. 11-28-2000. INT. CL. 9. 
ENGAGE! SOFTWARE CORPORATION, BRITISH COLUMBIA, 
CANADA: 
2,429,921, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
9 AND 42. 
ENGELHARD CORPORATION, ISELIN, NJ: 
1,599,077. REN. 1-10-01. INT. CL. 1. 
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ENGINEERING GEOMETRY SYSTEMS, SALT LAKE CITY, UT: 
2,429,368, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
9 AND 16. 
2,429,369, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
9 AND 16. 
ENGLANDER LICENSING LIMITED LIABILITY COMPANY, CO- 
LUMBUS, OH: 
2,429,807, PUB. 11-28-2000. INT. CL. 20. 
ENTEK IRD INTERNATIONAL CORPORATION, MILFORD, OH: 
2,430,470, INT. CL. 9. 
ENTERTAINMENT TECHNOLOGY 
LAND, OR: 
2,429,498, PUB. 11-28-2000. INT. CL. 9. 
ENTERTAINMENT WEEKLY INC., NEW YORK, NY: 
2,430,461, INT. CL. 9. 
ENTOURAGE INTERNATIONAL, INC., HOUSTON, TX: 
1,812,666, CANC. INT. CL. 5. 
ENVIROGEN, INC., HUNTINGTON BEACH, CA: 
1,811,924, CANC. INT. CL. 9 
ENVIRONMENTAL PERMIT SPECIALIST LLC, NORTHVILLE, 
MI: 
2,430,561, INT. CL. 42. 
ENVIRONMENTAL QUALITY MANAGEMENT, 
CINNATI, OH: 
2,429,211, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
37 AND 42. 
ENVIRONMENTAL RESEARCH INSTITUTE OF MICHIGAN, 
ANN ARBOR, MI: 
1,814,352, CANC. INT. CL. 9. 
ENVIROWORKS, INC., APOPKA, FL: 
2,030,223, COR. INT. CL. 22. 
ENZO BIOCHEM, INC., FARMINGDALE, NY: 
2,429,386, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS 
1 AND 5. 
EON SOLUTIONS, LTD., BUCKINGHAMSHIRE HP8 4EX, 
UNITED KINGDOM: 
2,429,747, PUB. 11-28-2000. INT. CL. 9. 
EPINOMICS RESEARCH, INC., ALEXANDRIA, VA: 
2,269,005, AM. INT. CL. 42. 
EPISCOPAL HOMES FOUNDATION, LAFAYETTE, CA: 
1,140,119. REN. 1-9-01. INT. CL. 42. 
EPSILON ELECTRONICS, INC., COMMERCE, CA: 
2,362,293, COR. INT. CL. 9. 
EQUINE HEALTH RESOURCES INC, DEMING, NM: 
2,429,864, PUB. 11-28-2000. INT. CL. 5. 
EQUITY GROUP INVESTMENTS, INC., CHICAGO, IL: 
2,429,089, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS 
35 AND 36. 
ERGOMED, INC., CANTERBURY, NH: 
1,812,844, CANC. INT. CL. 10. 
ERICA JEWELRY CO., ST. LOUIS, MO: 
1,595,260. REN. 1-9-01. INT. CL. 14. 
ERWIN, GARY, CHARLESTON, SC: 
2,429,926, PUB. 11-28-2000. INT. CL. 41. 
ESI INTERNATIONAL, ARLINGTON, VA: 
2,429,496, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS 
16 AND 35. 
ESPO ENGINEERING CORPORATION, WILLOWBROOK, IL: 
2,077,362, COR. MULTIPLE CLASS, INT. CLS. 35, 40 AND 
42. 
2.099.038. COR. MULTIPLE CLASS. INT. CLS. 35, 40 AND 
42. 
ESTECH GENERAL CHEMICAL 
ILL.: 
690,066, CANC. U.S. CL. 10. 
ESTEE LAUDER INC., NEW YORK NY: 
690,360, CANC. U.S. CL. 51. 
ESTEVEZ, OSCAR, MIDDLESEX, NJ: 
1,813,851, CANC. INT. CL. 28. 
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ESTIM C.V., 1012 KK AMSTERDAM, NETHERLANDS: 
1,813,160, CANC. INT. CL. 41. 
ETABLISSEMENTS JEAN PAUL SELLES - VINS, 69220 BELLE- 
VILLE SUR SAONE, FRANCE: 
2,429,429, PUB. 11-28-2000. INT. CL. 33. 
ETABLISSEMENTS MARGOT S.A., MEAUX, FRANCE: 
1,571,992, CANC. INT. CL. 24. 
ETABLISSEMENTS PENNEL & FLIPO, ROUBAIX, FRANCE: 
1,135,155. REN. 1-6-01. INT. CL. 20. 
ETHAN ALLEN MARKETING CORPORATION, DANBURY, CT 
2,429,314, PUB. 11-28-2000. INT. CL. 20. 
ETHERIDGE, DIANA C., MERRITT ISLAND, FL: 
2.429,431, PUB. 11-28-2000. INT. CL. 9. 
2,429,432, PUB. 11-28-2000. INT. CL. 9. 
ETHICAL PRODUCTS, INC., NEWARK, NJ: 
1,572,775, CANC. INT. CL. 3. 
EUNIVERSE, INC., WALLINGFORD, CT: 
2,429,608, PUB. 11-28-2000. INT. CL. 35. 
EURASIA TRANS JAPAN KABUSHIKI KAISHA, NAKA-KU, 194, 
YOKOHAMA, JAPAN: 
1,813,152, CANC. INT. CL. 39. 

EURO CAFE CORPORATION, STERLING, VA: 
2,429,882, PUB. 11-28-2000. INT. CL. 42. 
EURO NM GROUPEMENT EUROPEEN 
ECONOMIQUE, 1000 BRUSSELS, BELGIUM: 

2,429,117, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS 
35, 36 AND 38. 
EURO-AMERICAN TEXTILES CORPORATION, NEW YORK, NY 
1,813,779, CANC. INT. CL. 24. 
EUROCONSULT, INC., NEW YORK, NY: 
1,812,393, CANC. INT. CL. 36. 
EUROPEAN ORTHODONTIC PRODUCTS, INC., MINNEAPOLIS, 
MN: 
1,571,553, CANC. INT. CL. 5. 
EUROPET, INC., HIGHLAND PARK, IL: 
1,812,592, CANC. MULTIPLE CLASS, INT. CLS. 
28. 
EUTECTIC CORPORATION, CHARLOTTE, NC, EUTECTIC 
WELDING ALLOYS CORPORATION, FLUSHING, NY: 
703,796. REN. 1-10-01. U.S. CL. 14 (INT. CL. 6) 
EVANS & BIEBER, INC., NEW YORK, NY: 
2,429,391, PUB. 11-28-2000. INT. CL. 16. 
EVANS & SUTHERLAND COMPUTER CORPORATION, SALT 
LAKE CITY, UT: 
1,622,171. REN. 1-9-01. INT. CL. 9. 
EVANS, JOHN R., LOS ANGELES, CA: 
1,127,766, CANC. INT. CL. 3. 
EVANS, KENNETH, POMPANO BEACH, FL, DBA KEN EVANS 
PHOTOGRAPHY: 
1,814,432, CANC. INT. CL. 16. 
EVENT TECHNOLOGIES, INC., INDIANAPOLIS, IN: 
1,812,741, CANC. INT. CL. 9. 
EVERGREEN DISTRIBUTORS, INC., ESCONDIDO, CA: 
1,812,312, CANC. INT. CL. 31. 
EVERINGHAM BROTHERS LIMITED, BRAMPTON, ONTARIO, 
CANADA: 
1,812,952, CANC. INT. CL. 21. 
1,812,953, CANC. INT. CL. 21. 
EVERPOINT, INC., HOUSTON, TX: 
2,429,773, PUB. 11-28-2000. INT. CL. 42 
EVERYBODY'S, INC., ATLANTA, GA: 
1,152,562. REN. 1-6-01. MULTIPLE CLASS, INT. CLS. 29, 
30 AND 31. 
EVERYDAY LEARNING CORPORATION, CHICAGO, IL: 
2,430,015, PUB. 11-28-2000. INT. CL. 16. 
EVERYONES INTERNET, INC., HOUSTON, TX TO EVERYONES 
INTERNET, INC., HOUSTON, TX: 
2,395,201, COR. INT. CL. 38. 
2,395,202, COR. INT. CL. 38. 
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EVERYTHING JEWISH INC., SKOKIE, IL: 
2,429,712, PUB. 11-28-2000. INT. CL. 41. 
EVETS CORPORATION, SAN CLEMENTE, CA: 
2,361,294, CANC. INT. CL. 15. 
2,361,295, CANC. INT. CL. 15. 
2,374,386, CANC. INT. CL. 15. 
2,386,975, CANC. INT. CL. 15. 

EVYAN PERFUMES, INC., NEW YORK, NY TO CONOPCO, INC., 
NEW YORK, NY: 

1,130,646, AM. INT. CL. 3. 

EXCELLENCE IN EDUCATION, MONMOUTH, OR, DBA 
ENGLISH LANGUAGE STUDY CENTERS: 

1,813,168, CANC. INT. CL. 41. 
EXCLUSIVE ORE INC., BLUE BELL, PA: 
2,429,902, PUB. 11-28-2000. INT. CL. 9. 
EXIDE CORPORATION, READING, PA: 
2,430,180, INT. CL. 9. 
EXIQON A/S, DK-2950 VEDBAEK, DENMARK: 
2,429,186, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
1, 5 AND 42. 
EXPERIENCE BASED LEARNING, INC, ROCKFORD, IL: 
2,430,568, MULTIPLE CLASS, INT. CLS. 35 AND 41. 

EXPLORADOR CAPITAL MANAGEMENT, LLC, SAN FRAN- 
CISCO, CA: 

2,429,981, PUB. 11-28-2000. INT. CL. 36. 

EXTENDED STAY AMERICA, INC., FORT LAUDERDALE, FL 
FROM EXTENDED STAY AMERICA, INC., FORT LAUDER- 
DALE, FL: 

2,430,232, INT. CL. 42. 

EXXON CORPORATION, FLEMINGTON, NJ: 
1,313,425, CANC. INT. CL. 17. 

EXXON CORPORATION, IRVING, TX: 
1,665,033, CANC. INT. CL. 17. 
2,017,981, CANC. INT. CL. 17. 

EXXON CORPORATION: See— 

EXXON MOBIL CORPORATION. 
EXXON MOBIL CORPORATION, IRVING, TX FROM EXXON 
CORPORATION, IRVING, TX: 

2,429,290, PUB. 11-28-2000. INT. CL. 4. 

EYE COMMUNICATIONS, UPLAND, CA: 
1,813,551, CANC. INT. CL. 9. 

EZGOV.COM, INC., ATLANTA, GA: 
2,429,954, PUB. 11-28-2000. INT. CL. 42. 

F. L. ROBERTS & CO., INC., SPRINGFIELD, MA: 
1,128,135, CANC. INT. CL. 4. 

F. SCHUMACHER & CO., NEW YORK, NY: 

1,576,438. REN. 1-11-01. MULTIPLE CLASS, INT. CLS. 24 
AND 27. 
F.LLI SACLA’ S.P.A., 10129 TORINO, ITALY: 
2,429,417, PUB. 11-28-2000. INT. CL. 29. 
F.N.B. CORPORATION, HERMITAGE, PA: 
2,429,358, PUB. 11-28-2000. INT. CL. 36. 

FABRICAS AGRUPADAS DE MUNECAS DE ONIL S.A., ALI- 
CANTE, SPAIN: 

2,429,402, PUB. 11-28-2000. INT. CL. 28. 

FABRITE LAMINATING CORP., WOOD-RIDGE, NJ: 

1,572,717, CANC. INT. CL. 1. 
FABRITEC INTERNATIONAL CORPORATION, COLD SPRING, 
KY: 

1,143,068. REN. 1-10-01. INT. CL. 3. 

FACB BERHAD, 50250 KUALA LUMPUR, MALAYSIA: 
2,430,157, MULTIPLE CLASS, INT. CLS. 16, 35, 41 AND 

42. 

FACKLER, KAREN NICOLAI, AMBLER, PA: 
1,128,011, CANC. INT. CL. 41. 

FAGOWEES, INCORPORATED, WASHINGTON, DC: 
1,128,077, CANC. U.S. CL. 200. 

FAI GROUP, INC., NEW YORK, NY: 
1,814,390, CANC. INT. CL. 9. 
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FAIRCHILD PUBLICATIONS, INC., NEW YORK, NY: 
2,429,720, PUB. 11-28-2000. INT. CL. 16. 
FAIRVIEW DAIRY, INC., LATROBE, PA, GREUBEL, JOSEPH 
F.. WATERMORELAND, PA, DBA VALLEY DAIRY STORES: 
523,911. REN. 1-9-01. U.S. CL. 46 (INT. CL. 30). 
FAIRWAY SCIENTIFIC, INC., KANSAS CITY, MO: 
1,813,048, CANC. INT. CL. 28. 
FALK’S ICE CREAM, CO., GRETNA, NE: 
1,813,919, CANC. INT. CL. 30. 
FALLON, JAMES, SAN JOSE, CA: 
2,429,356, PUB. 11-28-2000. INT. CL. 28. 
FAME CLOTHING COMPANY, INC., CITY OF INDUSTRY, CA: 
1,813,789, CANC. INT. CL. 25. 
FAMILY HOPE SERVICES, INC., PLYMOUTH, MN: 
2,429,714, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
41 AND 42. 
FAMOLARE, _ INC., BRATTLEBORO, 
FAMOLARE, INC., BOSTON, MA: 
702,311. REN. 1-11-01. U.S. CL. 39 (INT. CL. 25). 
FANTASY SPORTS PROPERTIES, INC., RESTON, VA TO FAN- 
TASY SPORTS PROPERTIES, INC., RESTON, VA: 
1,855,010, CANC. INT. CL. 16. 
FAR WEST BOTANICALS, TIBURON, CA: 
2,430,313, INT. CL. 3. 
FARLEY’S INC., SILOAM SPRINGS, AR: 
1,572,926, CANC. INT. CL. 7. 
FARMER’S FACTORY COMPANY, LEE, IL: 
2,429,653, PUB. 11-28-2000. INT. CL. 7. 
FARMLAND FOODS, INC., KANSAS CITY, MO: 
1,573,605, CANC. INT. CL. 29. 
FASCINATION ST. GALLERY, INC., DENVER, CO: 
2,429,984, PUB. 11-28-2000. INT. CL. 35. 
FASCO (USA) LTD., MORRIS TOWNSHIP, NJ: 
1,813,637, CANC. INT. CL. 16. 
FASHION WORLD, INCORPORATED, BEVERLY HILLS, CA: 
1,128,055, CANC. INT. CL. 42. 
1,128,056, CANC. INT. CL. 42. 
FASTNET CORPORATION, BETHLEHEM, PA: 
2,401,121, COR. INT. CL. 38. 
FAT FREE LIVING, INC., SCOTTSDALE, AZ: 
2,430,273, INT. CL. 16. 
FATHER FLANAGAN’S BOYS’ HOME, BOYS TOWN, NE: 
1,814,532, CANC. INT. CL. 41. 
FATTORIA MONSANTO DI FABRIZIO_ BIANCHI, 
BARBERINO VAL D’ELSA (FLORENCE), ITALY: 
2,429,352, PUB. 11-28-2000. INT. CL. 33. 
FAVORITE BRANDS INTERNATIONAL, INC: See— 
NABISCO BRANDS COMPANY. 
FAWKES TRAVEL, INC., BOSTON, MA: 
2,429,263, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
35, 39 AND 41. 
FAY’S INCORPORATED, LIVERPOOL, NY: 
1,813,994, CANC. INT. CL. 35. 
FEDERAL HOME LOAN MORTGAGE CORPORATION, 
MCLEAN, VA: 
2,429,701, PUB. 11-28-2000. INT. CL. 36. 
FEDERATED MUTUAL INSURANCE COMPANY, OWATONNA, 
MN: 
1,643,581, CANC. INT. CL. 16. 
FEDERATED WESTERN PROPERTIES, INC., LAS VEGAS, NV, 
R. H. MACY & CO., NEW YORK, NY: 
78,333. REN. 1-8-01. U.S. CL. 39 (INT. CL. 25). 
FEDERATION OF OHIO RIVER COOPERATIVES, COLUMBUS, 
OH: 
1,812,543, CANC. INT. CL. 42. 
FEED SPECIALTIES CO., INC., FORT WAYNE, IN: 
1,811,808, CANC. INT. CL. 5. 
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FEIT, BARBERI PAULL, NEW YORK, NY FROM FEIT, BARBERI 
PAULL, NEW YORK, NY: 
2,430,275, INT. CL. 42. 
FENDI PAOLA & S.LLE S.A.S., ROMA, ITALY: 
1,569,570. REN. 1-10-01. INT. CL. 14. 
FERON’S EVENTS, INC., NEW YORK, NY: 
1,812,203, CANC. INT. CL. 25. 
FIBER OPTIONS INC., BOHEMIA, NY: 
2,429,310, PUB. 11-28-2000. INT. CL. 9. 
FIBERCOM, INC., ROANOKE, VA: 
1,814,381, CANC. INT. CL. 9. 
FIBERGLASS ENGINEERING, INCORPORATED, NEODESHA, 
KS, COBALT MARINE, INCORPORATED, CHANUTE, KS: 
891,199. REN. 1-11-01. U.S. CL. 19 (INT. CL. 12). 
FIBRELON INC., POMPANO BEACH, FL: 
1,812,161, CANC. INT. CL. 19. 
FIDELIPAC CORPORATION, MOORESTOWN, NJ: 
1,812,761, CANC. INT. CL. 9. 

FIDELITY LEASING, INC., WEST CHESTER, PA: 

2,429,233, PUB. 6-27-2000. INT. CL. 36. 
FIELDCENTRIX, INC., IRVINE, CA: 
2,429,729, PUB. 11-28-2000. INT. CL. 9. 

FIESTA SALONS, INC., COLUMBUS, OH: 
1,814,185, CANC. INT. CL. 42. 

FIFE, RAYMOND A., VANCOUVER, WA, DBA RAY FIFE CO.: 
1,813,897, CANC. INT. CL. 29. 

FIFTEEN TELECOMMUNICATIONS, INC., LOUISVILLE, KY: 
1,813,162, CANC. INT. CL. 41. 

FIGGIE LICENSING CORPORATION, WILLOUGHBY, OH: 
1,813,875, CANC. INT. CL. 28. 

FINAL DRAFT, INC., ENCINO, CA: 
2,429,526, PUB. 11-28-2000. INT. CL. 9. 

FINANCIAL MODELING SPECIALISTS, INC., VIENNA, VA: 
2,429,164, PUB. 11-28-2000. INT. CL. 9. 

FINANCIAL PASSPORT, INC., VIENNA, VA FROM PACE FI- 
NANCIAL NETWORK, VIENNA, VA: 

2,429,111, PUB. 11-28-2000. INT. CL. 36. 

FINANCIAL SERVICE CENTERS OF AMERICA, INC., HACKEN- 
SACK, NJ FROM NATIONAL CHECK CASHERS ASSOCIA- 
TION, INC., HACKENSACK, NJ: 

2,430,288, INT. CL. 36. 

FINANCIAL SOFTWARE SOLUTIONS, INC., EAST WINDSOR, 
NJ: 

1,573,089, CANC. INT. CL. 9. 

FINANZ ST. HONORE, B.V., 1017 CG AMSTERDAM, NETHER- 
LANDS, TOM FIELDS, LTD., NORTHVALE, NJ: 

1,569,589. REN. 1-10-01. INT. CL. 14. 
1,569,688. REN. 1-10-01. INT. CL. 16. 
FINDLEY DAVIES, INC., TOLEDO, OH: 
2,429,996, PUB. 11-28-2000. INT. CL. 36. 
FINLEY, LISHA, ST. AUGUSTINE BEACH, FL: 
2,429,888, PUB. 11-28-2000. INT. CL. 10. 
FIREMAN’S FUND INSURANCE COMPANY, NOVATO, CA: 
1,572,390, CANC. INT. CL. 36. 

FIREMAN’S FUND INSURANCE COMPANY, NOVATO, CA, 

WARNER INSURANCE COMPANY, CHICAGO, IL: 
1,597,808. REN. 1-801. INT. CL. 36. 

FIRMA GUSTAV DEMMLER GMBH & CO., BERLIN, FED REP 
GERMANY: 

1,571,797, CANC. INT. CL. 16. 

FIRRIATO INDUSTRIA VINICOLA S.R.L., 
TRAPANI, ITALY: 

1,812,332, CANC. INT. CL. 33. 

FIRST ALLMERICA FINANCIAL LIFE INSURANCE COMPANY, 
WORCESTER, MA: 

2,430,341, INT. CL. 36. 
FIRST BANK SYSTEM, INC., MINNEAPOLIS, MN: 
1,573,803, CANC. INT. CL. 36. 
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FIRST CONTINENTAL LIFE & ACCIDENT INSURANCE CO., 
MIDVALE, UT: 


1,814,034, CANC. INT. CL. 36. 
FIRST FEDERAL OF MICHIGAN, DETROIT, MI: 
1,812,380, CANC. INT. CL. 36. 
FIRST FINANCIAL MANAGEMENT CORPORATION, ATLANTA, 
GA: 
1,813,212, CANC. INT. CL. 42. 
FIRST FOODS LIMITED, AMERSHAM, BUCKINGHAMSHIRE, 
ENGLAND: 
2,429,220, PUB. 11-28-2000. INT. CL. 30. 
FIRST HAND, LTD., TEA NECK, NJ: 
1,611,729. REN. 1-10-01. INT. CL. 16. 
FIRST PREMIER BANK, NATIONAL ASSOCIATION, SIOUX 
FALLS, SD: 
1,572,355, CANC. INT. CL. 36. 
FIRST TEAM SPORTS, INC., MOUNDS VIEW, MN: 
1,814,480, CANC. INT. CL. 28. 
FIRSTAR CORPORATION, MILWAUKEE, WI: 
1,813,840, CANC. MULTIPLE CLASS, INT. CLS. 25 AND 
41. 
FISHER CONSULTING SERVICES, INC., CLARKSTON, MI: 
2,429,469, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
37 AND 42. 
FISHER, CAROL ANNE, LOS ANGELES, CA, DBA BYE BABY 
BUNTING: 
1,812,981, CANC. INT. CL. 25. 
FISHPAW INDUSTRIES, BEND, OR: 
1,813,832, CANC. INT. CL. 25. 
FITZ AND FLOYD, INC., CARROLLTON, TX: 
1,812,961, CANC. INT. CL. 21. 
FITZGERALDS GAMING CORPORATION, LAS VEGAS, NV, 
FITZGERALDS RENO, INC., RENO, NV: 
1,608,541. REN. 1-11-01. INT. CL. 41. 
1,616,178. REN. 1-11-01. INT. CL. 42. 
FLASHLINE.COM, CLEVELAND, OH: 
2,429,575, PUB. 11-28-2000. INT. CL. 35. 
FLATLAND MOUNTAINEERING, MURFREESBORO, TN: 
2,429,686, PUB. 11-28-2000. INT. CL. 20. 
FLAVOR TREE FOODS, INC., ENGLEWOOD CLIFFS, NJ, DBA 
FOUR SEASONS PRODUCTS CoO.: 
1,128,396, CANC. INT. CL. 30. 
FLEMING COMPANIES, INC., OKLAHOMA CITY, OK: 
2,429,626, PUB. 11-28-2000. INT. CL. 35. 
FLEX SERVICES, INC., WARWICK, RI: 
1,573,783, CANC. INT. CL. 36. 
FLEX-O-GLASS, INC.. NEW YORK, NY, DBA WARP BROTH- 
ERS: 
890,825. REN. 1-6-01. U.S. CL. 20 (INT. CL. 20). 
FLEXENROLL CORPORATION, BELLEVUE, WA: 
2,429,753, PUB. 11-28-2000. INT. CL. 9. 
2,429,754, PUB. 11-28-2000. INT. CL. 9. 
FLEXOVIT USA, INC., ANGOLA, NY: 
1,607,172. REN. 1-12-01. INT. CL. 7. 
FLEXSTEEL INDUSTRIES, INC., DUBUQUE, IA: 
2,429,227, PUB. 11-28-2000. INT. CL. 35. 
FLICK, KENNETH E., DOUGLASVILLE, GA, OMEGA RE- 
SEARCH & DEVELOPMENT, INC., DOUGLASVILLE, GA: 
1,594,102. REN. 1-6-01. INT. CL. 12. 
FLOATERS, THE, DETROIT, MI: 
1,814,151, CANC. INT. CL. 41. 
FLOCKTON ANALYTICAL MANAGEMENT INC., CORNWALL, 
ONTARIO, CANADA, TA GLENGARRY BIOTECH: 
1,814,302, CANC. INT. CL. 1. 
FLOP-HERS, INC., BROKEN ARROW, OK: 
1,572,064, CANC. INT. CL. 25. 
FLORENCE CROMER FASHIONS, INC., SOUTHAMPTON, NY: 
1,812,224, CANC. INT. CL. 25. 
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FLORIDA COMBINED INSURANCE AGENCY, INC., JACKSON- 
VILLE, FL: 


2,429,856, PUB. 11-28-2000. INT. CL. 36. 
FLORIDA OPTOMETRIC ASSOCIATION INC., TALLAHASSEE, 
FL: 
2,429,707, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
41 AND 42. 
FLORIKAN-E.S.A. CORP., SARASOTA, FL: 
1,632,694. REN. 1—-8-01. INT. CL. 42. 
FLORISOTA PROPERTIES, INC., CORCORAN, MN: 
1,605,932. REN. 1-10-01. INT. CL. 36. 
FLOSS AID CORPORATION, SANTA CLARA, CA: 
1,152,283. REN. 1-9-01. INT. CL. 10. 
FLUOROKOTE CORP., HOUSTON, TX: 
1,136,008. REN. 1-10-01. INT. CL. 6. 
FLYING J INC., BRIGHAM CITY, UT: 
1,813,142, CANC. INT. CL. 37. 
FMC CORPORATION, PHILADELPHIA, PA: 
1,816,327, CANC. INT. CL. 1. 
FMR CORP., BOSTON, MA: 
2,430,439, INT. CL. 36. 
FOCAL COMMUNICATIONS CORPORATION, CHICAGO, IL: 
2,429,456, PUB. 11-28-2000. INT. CL. 38. 
FOCUS ON THE FAMILY, COLORADO SPRINGS, CO: 
1,616,553. REN. 1-11-01. INT. CL. 9. 
FONT-GARCIA, JAVIER, MIAMI, FL: 
1,812,456, CANC. INT. CL. 41. 
FOODSCIENCE CORPORATION, ESSEX JUNCTION, VT: 
2,429,303, PUB. 11-28-2000. INT. CL. 5. 
FORCE FLOW EQUIPMENT, CONCORD, CA: 
2,430,033, PUB. 11-28-2000. INT. CL. 9. 
FORD MOTOR COMPANY, DEARBORN, MI: 
2,430,149, INT. CL. 12. 
FORD, CHARLES, BRONX, NY: 
1,812,463, CANC. INT. CL. 41. 
FORETHOUGHT LIFE INSURANCE COMPANY, BATESVILLE, 
IN: 
2,429,061, PUB 
36 AND 42. 
FORGET ME KNOT WORLDWIDE GIFT SERVICE INC., NEW 
YORK, NY: 
1,812,542, CANC. INT. CL. 42. 
FORMAL SPECIALIST, LTD., HOUSTON, TX: 
2,429,764, PUB. 11-28-2000. INT. CL. 25. 
FORMAL SYSTEMS, INC., PRINCETON, NJ, DBA PEDAGOGUE 
SOLUTIONS: 
1,632,242. REN. 1-12-01. INT. CL. 9. 
FORT JAMES OPERATING COMPANY, MILFORD, OH: 
2,269,567, CANC. INT. CL. 16. 
FORTE’ MANAGEMENT CORPORATION, CINCINNATI, 
DBA THE WOMEN’S MED + CENTER: 
1,621,712. REN. 1-8-01. INT. CL. 42. 
FOSECS INTERNATIONAL LIMITED, BIRMINGHAM’ ENG- 
LAND: 
690,084, CANC. U.S. CL. 14. 
FOSTER VALVE CORPORATION, THE, HOUSTON, TX: 
1,812,689, CANC. INT. CL. 6. 
FOUNDATIONS OF LIFE, INC., BRANFORD, CT: 
2,429,698, PUB. 11-28-2000. INT. CL. 42. 
FOUNDERS FOUNDATION, INC., AKRON, OH: 
1,573,804, CANC. INT. CL. 36. 
FOUNTAIN PHARMACEUTICALS, INC., LARGO, FL: 
1,811,787, CANC. INT. CL. 3. 
FOUR LAKES LABEL & PRINTING COMPANY, INC., MADI- 
SON, WI: 
1,813,670, CANC. INT. CL. 16. 
FOX VALLEY CORPORATION, APPLETON WIS: 
128,238, CANC. U.S. CL. 37. 
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FOXCRAFT INC., FAIRBORN, OH: 
1,812,008, CANC. INT. CL. 10. 
FOXON PACKAGING CORPORATION, PROVIDENCE RL: 
690,560, CANC. U.S. CL. 37. 
FRANK RUSSELL COMPANY, TACOMA, WA: 
1,920,746, COR. INT. CL. 9. 
FRANKLIN COUNTY HISTORICAL SOCIETY, COLUMBUS, OH: 
1,572,068, CANC. INT. CL. 25. 
1,572,516, CANC. INT. CL. 41. 
FRANKLIN MINT COMPANY, FRANKLIN CENTER, PA: 
1,813,314, CANC. INT. CL. 3. 
FRANKLIN PAINT COMPANY, INC., FRANKLIN, MA: 
1,636,598. REN. 1-6-01. INT. CL. 2. 
FRANKLIN SPORTS INDUSTRIES, INC., BROCKTON, MA: 
900,688. REN. 1-6-01. U.S. CL. 22 (INT. CL. 28). 
FRAZAR TRADING CORPORATION, NEW YORK NY: 
373,910, CANC. U.S. CL. 46. 
FRED ARBOGAST COMPANY, INC., AKRON, OH: 
1,813,020, CANC. INT. CL. 28. 
1,814,477, CANC. INT. CL. 28. 
FREDERICK ATKINS, INC., NEW YORK, NY: 
690,300, CANC. U.S. CL. 39. 
FREDERICK WARNE & COMPANY, INC., NEW YORK, NY: 
1,128,269, CANC. INT. CL. 16. 
FREDERICKSEAL, INC., MANCHESTER, NH: 
2,430,562, INT. CL. 20. 
FREE ENTERPRISE CO., ORLANDO, FL: 
1,813,624, CANC. INT. CL. 14. 
FREEHOLD, INC., VALENCIA, CA, KINDT, JOHN E., JR., VAN 
NUYS, CA, DBA PRIME TIME SHUTTLE: 
1,592,398. REN. 1-10-01. INT. CL. 39. 
FREELIFE INTERNATIONAL, LLC., MILFORD, CT: 
2,429,243, PUB. 11-28-2000. INT. CL. 5. 
FREERIDE.COM. LLC, NEW YORK, NY: 
2,429,643, PUB. 11-28-2000. INT. CL. 35. 
FRIGEO-WERK BELTLE GMBH U. CO., REMSHALDEN- 
GERADSTETTEN NEAR STUTTGART, FED REP GERMANY: 
1,584,969. REN. 1-12-01. INT. CL. 30. 
FRITO-LAY, INC., DALLAS TX.: 
703,645, CANC. US. CL. 46. 
FROMAGERIES BEL, INC., FORT LEE, NJ: 
1,813,072, CANC. INT. CL. 29. 
FU YI CHINESE RESTAURANT, INC., HOLLAND, OH: 
2,429,447, PUB. 11-28-2000. INT. CL. 42. 
FUJISANKEI COMMUNICATIONS INTERNATIONAL, INC., NEW 
YORK, NY: 
1,813,010, CANC. INT. CL. 28. 
FUNCTION JUNCTION, INC., KANSAS CITY, MO: 
1,814,161, CANC. INT. CL. 42. 
FURNITURE.COM, INC., FRAMINGHAM, MA: 
2,429,212, PUB. 11-28-2000. INT. CL. 35. 
FUTURE OF WRESTLING INC., SUNRISE, FL: 
2,430,134, PUB. 11-28-2000. INT. CL. 41. 
FUTUREFARMS INC., FALLBROOK, CA: 
1,813,899, CANC. MULTIPLE CLASS, INT. CLS. 29 AND 
31. 
FUTUREKIDS, INC., LOS ANGELES, CA: 
2,430,235, INT. CL. 41. 
G. A. MURDOCK, INC., MADISON, SD: 
1,812,148, CANC. INT. CL. 17. 
G. JOANNOU CYCLE COMPANY, INC., NORTHVALE, NJ: 
1,813,614, CANC. INT. CL. 12. 
G.D. INCORPORATED, PERTH AMBOY, NJ: 
1,811,796, CANC. INT. CL. 3. 
G.T. GRAPHIC TECHNOLOGY LTD., 
ISRAEL: 
1,811,947, CANC. INT. CL. 9. 
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G-Iil APPAREL GROUP LTD., NEW YORK, NY: 
1,814,466, CANC. INT. CL. 25. 

G-SPORT, INC., NEW YORK, NY: 
1,812,907, CANC. INT. CL. 16. 

GA MODEFINE S.A., 90 - LAUSANNE, SWITZERLAND: 
2,363,492, COR. MULTIPLE CLASS, INT. CLS. 18, 24 AND 

25. 
GABEL HOLDING COMPANY, INC., HUNTINGTON BEACH, 


CA, INTERLINK TRADING CORPORATION, HUNTINGTON 
BEACH, CA: 


1,604,249. REN. 1-6-01. INT. CL. 3. 
GAF CORPORATION, NEW YORK N.Y.: 
690,390, CANC. U.S. CL. 6. 
GALA PRODUCTS CO., GLOUCESTER CITY, NJ: 
1,128,101, CANC. MULTIPLE CLASS, INT. CLS. 1 AND 3. 
GALAXY ELECTRICAL MANUFACTURING, INC., MIAMI, FL: 
1,813,603, CANC. INT. CL. 11. 
GALLAGHER, LEO, AGUORA HILLS, CA FROM NATURAL 
PRODUCE, INC., WILLCOX, AZ: 
2,430,388, INT. CL. 31. 
GALSWORTH, GWENDOLYN D., CAMBRIDGE, MA: 
1,812,492, CANC. INT. CL. 42 
GAMARRA-THOMSON, ROSA M., PITTSBURGH, PA, DBA 
WELLNESS FACILITATION ASSOCIATES: 
1,814,172, CANC. INT. CL. 42. 
GAME CONCEPTS, INC., BRIGHTON, MI: 
1,813,864, CANC. INT. CL. 28. 
GANDALF TECHNOLOGIES, INC., NEPEAN, ONTARIO, CAN- 
ADA: 
1,813,464, CANC. INT. CL. 9. 
GANZONI & CIE AG, CH-9014 ST. GALLEN, SWITZERLAND: 
2,429,064, PUB. 11-28-2000. INT. CL. 10. 
GANZONI & CIE. AG, ST. GALLEN, SWITZERLAND: 
1,573,156, CANC. INT. CL. 10. 
GARDEN COMPANY LIMITED, THE, KOWLOON, HONG 
KONG: 
1,572,202, CANC. INT. CL. 30. 
GARDEN GENIE, INC., PONCHATOULA, LA: 
1,813,276, CANC. INT. CL. 1. 
GARELICK MFG. CO., ST. PAUL PARK, MN: 
703,439. REN. 1-9-01. U.S. CL. 13 (INT. CL. 6). 
GARLAND COMMERCIAL INDUSTRIES, INC., FREELAND, PA: 
2,429,293, PUB. 11-28-2000. INT. CL. 11. 
GARLIC WORLD, GILROY, CA: 
1,812,536, CANC. INT. CL. 42. 
GARRISON MANUFACTURING CORP., CLAREMONT, NH: 
1,128,223, CANC. INT. CL. 11. 
GARTRELL, SPENCER, AUGUSTA, GA: 
2,429,661, PUB. 11-28-2000. INT. CL. 41. 
GARY NULL & ASSOCIATES, INC., NEW YORK, NY: 
2,429,042, PUB. 11-28-2000. INT. CL. 5. 
GATEWAY APPAREL, INC., ST LOUIS, MO: 
1,276,234, CANC. INT. CL. 25. 
GATHERING OF DEVELOPERS, INC., DALLAS, TX FROM 
GATHERING OF DEVELOPERS I, LTD., DALLAS, TX: 
2,430,283, INT. CL. 16. 
GCR PUBLISHING GROUP, INC., NEW YORK, NY: 
1,574,062, CANC. INT. CL. 16. 
GE CAPITAL CORPORATION, STAMFORD, CT: 
1,814,080, CANC. INT. CL. 38. 
GEHL COMPANY, WEST BEND, WI: 
1,572,923, CANC. INT. CL. 7. 
GEMOLOGICAL APPRAISAL ASSOCIATION. INC., 
BURGH, PA: 
1,571,902, CANC. INT. CL. 16. 
GEMSTONE SYSTEMS, INC., BEAVERTON, OR: 
2,429,916, PUB. 11-28-2000. INT. CL. 9. 
GENCORP INC., FAIRLAWN, OH: 
1,573,554, CANC. INT. CL. 27. 
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1,813,005, CANC. INT. CL. 27. 
1,814,474, CANC. INT. CL. 27. 
GENERAL ELECTRIC COMPANY, SCHENECTADY, NY: 
373,916, CANC. U.S. CL. 13. 
GENERAL ELECTRIC COMPANY, LOUISVILLE, KY: 
1,571,749, CANC. INT. CL. 11. 
GENERAL ELECTRIC COMPANY, PLAINVILLE, CT: 
2,429,420, PUB. 11-28-2000. INT. CL. 9. 
GENERAL MAGIC, INC., SUNNYVALE, CA: 
2,430,530, MULTIPLE CLASS, INT. CLS. 35, 38 AND 42. 
GENERAL MILLS RESTAURANTS, INC., ORLANDO, FL: 
1,572,642, CANC. INT. CL. 42. 
GENERAL RE CORPORATION, STAMFORD, CT: 
2,430,386, INT. CL. 36. 
GENERAL SIGNAL CORPORATION, STAMFORD, CT: 
1,813,478, CANC. INT. CL. 9. 
1,813,479, CANC. INT. CL. 9. 
1,813,480, CANC. INT. CL. 9. 
GENERAL SURGICAL INNOVATIONS, INC., CUPERTINO, CA: 
2,430,325, INT. CL. 10. 
GENERALE BISCUIT, 91200 ATHIS MONS, FRANCE: 
2,429,354, PUB. 11-28-2000. INT. CL. 30. 
GENERALE DE SERVICE INFORMATIQUE GSI, 75116 PARIS, 
FRANCE: 
1,813,443, CANC. INT. CL. 9. 
GENPHARM INTERNATIONAL, INC., MOUNTAIN VIEW, CA: 
1,814,513, CANC. INT. CL. 31. 
GEN400, MIDDLESEX, TW11 9AJ, UNITED KINGDOM: 
1,813,414, CANC. INT. CL. 9. 
GEOENVIRONMENTAL RESOURCES, INC., VIRGINIA BEACH, 
VA: 
1,814,183, CANC. INT. CL. 42. 
GEOFFREY, INC., WILMINGTON, DE: 
2,103,337, AM. INT. CL. 35. 
GEORGE B.H. MACOMBER COMPANY, BOSTON, MA: 
2,429,664, PUB. 7-25-2000. INT. CL. 37. 
GEORGIA INTERNATIONAL FOODS, INC., ATLANTA, GA: 
2,429,895, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
29 AND 30. 
GEORGIA-PACIFIC CORPORATION, ATLANTA, GA: 
1,598,615. REN. 1-11-01. INT. CL. 19. 
1,598,622. REN. 1-11-01. INT. CL. 19. 
2,430,521, INT. CL. 19. 
GERALD LINCOLN-MERCURY, INC., SKOKIE, IL: 
1,812,534, CANC. INT. CL. 42. 
1,812,535, CANC. INT. CL. 42. 
GERBER FAR EAST, LTD., CHEUNG SHA WAN, KOWLOON, 
HONG KONG: 
1,812,954, CANC. INT. CL. 21. 
GERIAID PRODUCTS, INC., LAKE CRYSTAL, MN: 
1,128,121, CANC. INT. CL. 3. 
GETTIG TECHNOLOGIES, INC., SPRING MILLS, PA: 
2,429,648, PUB. 11-28-2000. INT. CL. 40. 
GIANT BICYCLE, INC., RANCHO DOMINGUEZ, CA: 
1,571,769, CANC. INT. CL. 12. 
1,571,770, CANC. INT. CL. 12. 
1,573,232, CANC. INT. CL. 12. 
GIBBON PACKING CO., INC., CHICAGO, IL: 
1,813,893, CANC. INT. CL. 29. 
GIBLIN, KAREN L., RIDGEFIELD, CT: 
1,812,212, CANC. INT. CL. 25. 
GIDDINGS & LEWIS, LLC, FOND DU LAC, WI, GIDDINGS & 
LEWIS MACHINE TOOL COMPANY, FOND DU LAC, WI: 
707,505. REN. 1-9-O01. U.S. CL. 26 (INT. CLS. 1, 9 AND 
10). 
GIGANTINO, JOSEPH, SAN JOSE, CA: 
2,429,597, PUB. 11-28-2000. INT. CL. 35. 
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GILA RIVER TELECOMMUNICATIONS, INC., CHANDLER, AZ: 
2,429,938, PUB. 11-28-2000. INT. CL. 38. 
GILBERT, KEI HAYASHI, SILVER SPRING, MD: 
1,812,090, CANC. INT. CL. 16. 
GILBEY CANADA INC., TORONTO, ONTARIO, CANADA: 
1,813,963, CANC. INT. CL. 33. 
GILLETTE COMPANY, THE, BOSTON, MA: 
2,429,900, PUB. 11-28-2000. INT. CL. 16. 
GILMAR §S.P.A., RIMINI, ITALY: 
2,429,070, PUB. 2—1-—2000. INT. CL. 25. 
GINSEY INDUSTRIES, INC., BELLMAWR, NJ: 
2,386,953, COR. MULTIPLE CLASS, INT. CLS. 24 AND 27. 
GIRLS INCORPORATED OF SCHENECTADY, SCHENECTADY, 
NY: 


1,814,142, CANC. INT. CL. 41. 
GIRSHICK, RACHEL, HAMPTON, CT, DBA THE SILVER WEB: 
2,429,208, PUB. 11-28-2000. INT. CL. 14. 
GITA SPORTS, LTD., CHARLOTTE, NC, DBA GITA SPORTING 
GOODS, LTD.: 
1,573,521, CANC. INT. CL. 25. 
GLAD PRODUCTS COMPANY, THE, OAKLAND, CA, 
COLGATE-PALMOLIVE COMPANY, NEW YORK, NY: 
1,621,263. REN. 1-8-01. INT. CL. 21. 
GLADCO ENTERPRISES, INC., CORAOPOLIS, PA: 
1,813,205, CANC. INT. CL. 42. 
1,814,560, CANC. INT. CL. 42. 
GLAMOUR SHOTS LICENSING, INC., OKLAHOMA CITY, OK, 
DBA GLAMOUR SHOTS: 
1,814,175, CANC. INT. CL. 42. 
GLASSER PUBLICATIONS, INC., LITTLE FALLS, NJ: 
2,430,565, INT. CL. 41. 
GLAVERBEL, WATERMAEL/BOITSFORT, BELGIUM: 
1,127,821, CANC. MULTIPLE CLASS, INT. CLS. 9, 12 AND 
21. 
GLAXO GROUP LIMITED, MIDDLESEX UB6 ONN, ENGLAND: 
1,811,801, CANC. INT. CL. 5. 
GLENMAC KNITWEAR (HAWICK) LIMITED, HAWICK, SCOT- 
LAND: 
1,128,342, CANC. INT. CL. 25. 
GLENN FOODS, INC., VALLEY STREAM, NY: 
2,429,861, PUB. 11-28-2000. INT. CL. 30. 
GLENNWRIGHT HILLOCK, GEORGETOWN, ONTARIO L7G 2P9, 
CANADA: 
2,430,506, INT. CL. 28. 
GLIDDEN COMPANY, THE, CLEVELAND, OH, GLIDDEN COM- 
PANY, THE, CLEVELAND, OH: 
699,278. REN. 1-8-01. U.S. CL. 16 (INT. CL. 2). 
GLOBAL ATMOSPHERICS, INC., TUCSON, AZ: 
2,429,470, PUB. 11-28-2000. INT. CL: 35. 
2,429,506, PUB. 11-28-2000. INT. CL. 38. 
2,429,787, PUB. 11-28-2000. INT. CL. 42. 
GLOBAL ELECTRONIC EXCHANGE, INC., 
2,429,567, PUB. 11-28-2000. INT. CL. 36. 
GLOBAL INSTRUMENTS, LTD., TRENTON, MO: 
1,622,150. REN. 1-12-01. INT. CL. 9. 
GLOBAL OUTDOOR PRODUCTS, INC., SANTA PAULA, CA: 
2,429,793, PUB. 11-28-2000. INT. CL. 25. 
GLOBALTEX CARPET MILLS, DALTON, GA: 
1,812,242, CANC. INT. CL. 27. 
GLOBE FOOD EQUIPMENT CO., DAYTON, OH: 
1,814,342, CANC. INT. CL. 7. 
GOCAMPUS, INC., PALO ALTO, CA FROM CUMMINGS, BURT, 
MENLO PARK, CA: 
2,430,400, INT. CL. 41. 
GOETZ, JENNIFER LAMOYNE, DALLAS, TX: 
1,812,073, CANC. INT. CL. 14. 
GOLD BOND STAMP COMPANY, MINNEAPOLIS, MN: 
690,682, CANC. U.S. CL. 101. 
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GOLD LANCE, INC., HOUSTON, TX: 
1,812,886, CANC. INT. CL. 14. 
GOLDEN STATE IMPORTS INTERNATIONAL, OAKLAND, CA, 
DBA GOLDEN STATE INTERNATIONAL: 
2,429,683, PUB. 11-28-2000. INT. CL. 14. 
GOLDEN STATE WARRIORS, OAKLAND, CA: 
1,812,983, CANC. INT. CL. 25. 
GOLDEN WEST PUBLISHING, INC., MISSION VIEJO, CA: 
1,813,641, CANC. INT. CL. 16. 
GOLDMAR SALES CORP., BALTIMORE, MD: 
1,128,403, CANC. INT. CL. 31. 
GOLDMARK, FRANCES, LAWRENCEVILLE, NJ: 
1,812,934, CANC. INT. CL. 18. 
GOLDWELL GMBH, 64297 DARMSTADT, FED REP GERMANY: 
2,430,084, PUB. 11-28-2000. INT. CL. 3. 
GOLF CARD INTERNATIONAL CORP., ENGLEWOOD, CO: 
2,429,178, PUB. 11-28-2000. INT. CL. 41. 
GOLFCRAFT, INC., CHARLOTTE, NC: 
2,429,677, PUB. 11-28-2000. INT. CL. 28. 
GOLIGHTLY, HEIDI, FLINT HILL, VA AND ABRAHAM, MAR- 
SHA, EASTON, PA: 
1,813,201, CANC. INT. CL. 42. 
GOODWEAR SHOE CO., NEW YORK, NY: 
2,430,100, PUB. 11-28-2000. INT. CL. 25. 
GOODYEAR TIRE & RUBBER COMPANY, THE, AKRON, OH: 
690,250, CANC. U.S. CL. 35. 
1,812,048, CANC. INT. CL. 12. 
1,812,052, CANC. INT. CL. 12. 
1,813,392, CANC. INT. CL. 7. 
GORMAN-RUPP COMPANY, THE, MANSFIELD, OH: 
1,608,049. REN. 1-6-01. INT. CL. 7. 
GOTTA HAVE IT COLLECTIBLES, INC., NEW YORK, NY: 
2,429,271, PUB. 11-28-2000. INT. CL. 35. 
GOTTA HAVE IT! COLLECTIBLES, INC., NEW YORK, NY: 
2,429,051, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
15, 16, 25 AND 28. 
GOWING BROS LTD, SYDNEY, AUSTRALIA: 
2,429,531, PUB. 11-14-2000. MULTIPLE CLASS, INT. CLS. 
25 AND 35. 
GOYA FOODS, INC., SECAUCUS, NJ: 
1,571,906, CANC. INT. CL. 16. 
GO2MARKET.COM, ST. PAUL, MN FROM DGH LTD., ST. 
PAUL, MN: 
2,429,318, PUB. 11-28-2000. INT. CL. 9. 
GPC SALES, INC., DEER PARK, NY, DBA FIVE STAR FRA- 


GRANCE COMPANY, NORELL PERFUMES, INC., NEW 
YORK, NY: 


1,600,224. REN. 1-11-01. INT. CL. 3. 

GPT LIMITED, COVENTRY, CV3 1HJ, ENGLAND: 
1,813,415, CANC. INT. CL. 9. 

GRAHAM, MICHAEL JULIAN, SAN FRANCISCO, CA: 
1,814,130, CANC. INT. CL. 41. 

GRALAND COMPANY, THE, CLEVELAND, OH: 
1,134,921. REN. 1-10-01. INT. CL. 1. 

GRAND CABLE CORPORATION, GREENWICH CT: 
690,419, CANC. U.S. CL. 13. 

GRAND CANYON RAILWAY, INC., FLAGSTAFF, AZ: 
1,606,769. REN. 1-9-01. INT. CL. 39. 

GRAND CASINOS, INC., MINNETONKA, MN: 
2,339,986, COR. INT. CL. 41. 

GRAND CENTRAL NEIGHBORHOOD SOCIAL SERVICES COR- 

PORATION, NEW YORK, NY: 

2,429,925, PUB. 11-28-2000. INT. CL. 16. 

GRAND JUNCTION NEWSPAPERS, INC., GRAND JUNCTION, 

CO, COX ENTERPRISES, INC., ATLANTA, GA: 

1,599,590. REN. 1-6-01. INT. CL. 16. 

GRAPHIC ARTS SHOW COMPANY, RESTON, VA: 
2,361,320, COR. INT. CL. 35. 





FEBRUARY 20, 2001 


GRATE MATE CORPORATION, KEWASKUM, WI: 
2,355,658, CANC. MULTIPLE CLASS, INT. CLS. 11 AND 
21. 
GRAVER COMPANY, THE, UNION, NJ: 
1,814,205, CANC. INT. CL. 42. 
GREAT AMERICAN INSURANCE COMPANY, CINCINNATI, OH: 
2,430,296, INT. CL. 36. 
GREAT AMERICAN PASTIME, INC., HACKENSACK, NJ: 
1,813,632, CANC. MULTIPLE CLASS, INT. CLS. 16 AND 
28. 
GREAT BARRIER TECHNOLOGIES, INC., 
NY: 
2,429,859, PUB. 11-28-2000. INT. CL. }. 
GREAT EARTH COMPANIES, INC., HICKSVILLE, NY, GREAT 
EARTH DISTRIBUTION, INC., LA MIRADA, CA: 
1,644,924. REN. 1-9-01. INT. CL. 5. 


GREAT LAKES CARBON CORPORATION, NEW YORK, NY: 
690,141, CANC. U.S. CL. 21. 
GREEN FOUNTAIN HERBAL SUPPLEMENT CO., THE, SANTA 
BARBARA, CA: 
2,430,231, INT. CL. 5. 


GREEN TRIBE CORPORATION, SUNRISE, FL: 
2,430,424, MULTIPLE CLASS, INT. CLS. 3 AND 9. 


GREEN-TEK, INC., EDGERTON, WI: 
2,429,067, PUB. 11-28-2000. INT. CL. 22 

GREEN, JERRY LEE, TUSTIN, CA: 
1,813,238, CANC. INT. CL. 25. 

GREENFIELD CONSULTING GROUP, INC., WESTPORT, CT: 
2,429,258, PUB. 11-28-2000. INT. CL. 35. 

GREENLEAF & CROSBY, PALM BEACH, FL: 

1,626,705. REN. 1-10-01. MULTIPLE CLASS, INT. CLS. 8, 
14 AND 21. 
GREENLEE TEXTRON INC., ROCKFORD, IL: 
2,429,738, PUB. 11-28-2000. INT. CL. 9. 

GREG GOLDSTEIN, IMPORTER OF FINE SHOES, INC., NEW 
YORK, NY: 

1,813,788, CANC. INT. CL. 25. 

GREGORY MANUFACTURING COMPANY, THE, LEWISTON- 
WOODVILLE, NC: 

1,127,798, CANC. INT. CL. 7. 
1,127,799, CANC. INT. CL. 7. 
GRES DE NULES, S.A. GRESNUL, 12520 NULES (CASTELLON), 
SPAIN: 
1,812,160, CANC. INT. CL. 19. 
GRINGO’S, INC., JOPLIN, MO: 
1,600,063. REN. 1-6-01. INT. CL. 42. 

GRISAFFI, JOHN J., NEW ORLEANS, LA: 

891,708. REN. 1-9-01. U.S. CL. 100 (INT. CL. 42). 

GROUP HOSPITALIZATION AND MEDICAL SERVICES, INC., 
WASHINGTON, DC, DBA BLUE CROSS AND BLUE SHIELD 
OF THE NATIONAL CAPITAL AREA: 

1,573,989, CANC. INT. CL. 42. 

GROUP TECHNOLOGIES CORPORATION, TAMPA, FL: 
2,429,373, PUB. 11-28-2000. INT. CL. 9. 

GROUP 18, INC., WAKE FOREST, NC: 
1,812,423, CANC. INT. CL. 39. 

GROUPLINX.COM, INC., ALBUQUERQUE, NM: 

2,429,472, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
35 AND 42. 
GRUPP INTERNACIONAL, S.A., 03330 CREVILLENTE, SPAIN: 
1,811,771, CANC. MULTIPLE CLASS, INT. CLS. 3, 9, 10, 
14, 16, 18, 25 AND 28. 
GRUPPENHOFF, JOHN, BALTIMORE, MD, DBA IMPRESS: 
1,813,824, CANC. INT. CL. 25. 
GS METALS CORP., PINCKNEYVILLE, IL: 
2,429,390, PUB. 11-28-2000. INT. CL. 6. 


NEW ROCHELLE, 


U.S. PATENT AND TRADEMARK OFFICE 


GST TELECOM, INC., VANCOUVER, WA: 
2,429,087, PUB. 11-28-2000. INT. CL. 38. 
GTE DIRECTORIES CORPORATION, D/FW AIRPORT, TX: 
2,430,343, INT. CL. 16. 
GUARD ENTERPRISES, INC., FAYETTEVILLE, AR: 
1,572,766, CANC. INT. CL. 3. 
GUARDIAN FIBERGLASS, INC., ALBION, MI: 
2,429,615, PUB. 10-10-2000. INT. CL. 17. 
2,430,241, INT. CL. 9. 
GUARDIAN PRODUCTS, INC., SIMI VALLEY, CA: 
1,573,227, CANC. INT. CL. 12. 
GUARDSMAN CHEMICALS, INC., GRAND RAPIDS, MI: 
1,127,899, CANC. INT. CL. 24. 
GUDEX ENTERPRISES INC., REGINA, SASKATCHEWAN, CAN- 
ADA: 
1,814,503, CANC. INT. CL. 29. 
GUIDEONE MUTUAL INSURANCE COMPANY, WEST DES 
MOINES, IA, PREFERRED RISK MUTUAL INSURANCE COM- 


PANY, WEST DES MOINES, IA, DBA PREFERRED RISK 
GROUP: 


1,607,652. REN. 1-8-01. INT. CL. 36. 
GUILD MORTAGE COMPANY, SAN DIEGO, CA: 
2,429,562, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
35 AND 36. 
GUND, INC., EDISON, NJ: 
2,430,318, INT. CL. 25. 
GUSTIN-KRAMER COMPANY, BOSTON, MA: 
1,813,770, CANC. MULTIPLE CLASS, INT. CLS. 21 AND 
22. 
GUTMANN, PETER, HAWTHORNE, NY: 
2,430,142, PUB. 11-28-2000. INT. CL. 9. 
H & B ENTERPRISES, INC., ALBUQUERQUE, NM: 
1,812,068, CANC. INT. CL. 14. 
H. D. HUDSON MANUFACTURING COMPANY, CHICAGO, IL: 
690,166, CANC. U.S. CL. 23. 
H. D. HUDSON MANUFACTURING COMPANY, CHICAGO 11, 
IL: 
690,526, CANC. U.S. CL. 23. 
H. FREEMAN & SON, INC., PHILADELPHIA, PA: 
690,296, CANC. U.S. CL. 39. 
H. H. RENNEKER CO., INC., SAN DIEGO, CA: 
690,131, CANC. U.S. CL. 21. 
H. J. ARNETT INDUSTRIES, INC., PORTLAND, OR: 
1,812,746, CANC. INT. CL. 9. 
H. LIMITED, NEW YORK, NY: 
1,812,235, CANC. INT. CL. 25. 
H.A. MILTON CORPORATION, SHORELINE, WA: 
2,430,472, INT. CL. 22. 
H.B. FULLER COMPANY, ST. PAUL, MN: 
1,128,099, CANC. INT. CL. 1. 
H.E.R.C., INC., PHOENIX, AZ: 
1,812,632, CANC. INT. CL. 1. 
H.L. BENNEDORF [N.A.S.] CORP., MEDFORD, N3J: 
2,430,430, INT. CL. 29. 
H.W. NAYLOR COMPANY, INC., MORRIS, NY: 
2,429,299, PUB. 11-28-2000. INT. CL. 5. 
H-TECH, INC., WILMINGTON, DE, HAYWARD MANUFAC- 
TURING CO., INC., ELIZABETH, NJ: 
1,132,980. REN. 1-11-01. MULTIPLE CLASS, INT. CLS. 7 
AND 11. 
HAAGEN-DAZS BRANDS, INC., WILMINGTON, DE: 
1,813,098, CANC. INT. CL. 30. 
1,813,099, CANC. INT. CL. 30. 
HABAMA INC., BEVERLY, MA: 
2,429,711, PUB. 11-28-2000. INT. CL. 42. 
HADDAD APPAREL GROUP LIMITED, THE, NEW YORK, NY: 
1,813,787, CANC. INT. CL. 25. 
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HAFFNER, SEAN MICHAEL, ASHLAND, OR: 
1,812,453, CANC. INT. CL. 41. 

HAIN FOOD GROUP, INC., THE, UNIONDALE, NY: 
2,430,391, INT. CL. 30. 


HAJIBAY INTERNATIONAL, INC., NEW YORK, NY: 
2,430,436, INT. CL. 14. 

HALE GROUP, LTD., THE, DANVERS, MA: 
1,814,014, CANC. INT. CL. 35. 


HALL CHINA COMPANY, THE, EAST LIVERPOOL, OH: 
1,601,430. REN. 1—7-01. INT. CL. 39. 
HALLIBURTON COMPANY, DUNCAN, OK: 
1,128,104, CANC. INT. CL. 1. 
HALLMARK HOLDINGS, INC., WRENS, GA, PUREX CORPORA- 
TION, LTD., LAKEWOOD, CA: 
890,740. REN. 1-11-01. U.S. CL. 6 (INT. CL. 5). 
HALLMARK HOLDINGS, INC., WRENS, GA, PUREX CORPORA- 
TION, LAKEWOOD, CA: 
1,136,556. REN. 1-10-01. INT. CL. 5. 


HAMILTON COLLECTION, INC., THE, JACKSONVILLE, FL: 
2,429,741, PUB. 11-28-2000. INT. CL. 20. 

HAMILTON WATCH CO. INC., LANCASTER, PA: 
373,853, CANC. U.S. CL. 27. 

HAMILTON WATCH COMPANY, LANCASTER, PA: 
373,860, CANC. U.S. CL. 27 

HAMILTON, SANDI, DUNCAN, OK, DBA HAMILTON HOUSE 

ENTERTAINMENT GROUP: 

1,814,127, CANC. INT. CL. 41. 

HAMMERSTEIN MUSIC & THEATER COMPANY, INC., NEW 

YORK, NY, WILLIAMSON MUSIC, INC., BOSTON, MA: 
1,138,976. REN. 1-12-01. MULTIPLE CLASS, INT. CLS. 16 
AND 42. 

HAMMONDS TECHNICAL SERVICES, INC., HOUSTON, TX: 
2,429,912, PUB. 11-28-2000. INT. CL. 11. 

HAMPTON INDUSTRIES, INC., KINSTON, NC: 
1,573,528, CANC. INT. CL. 25. 
1,573,530, CANC. INT. CL. 25. 

HAMPTON-BROWN COMPANY, THE, CARMEL, CA: 
1,598,536. REN. 1-11-01. INT. CL. 16. 


HAND, KEVIN, HONOLULU, HI: 
1,813,711, CANC. INT. CL. 16. 
HANDY AGE INDUSTRIAL COMPANY, LTD., TAIPEI, TAIWAN: 
1,813,568, CANC. INT. CL. 9. 
HANFORD HEIRLOOMS, INC., KENT, WA: 
1,572,110, CANC. INT. CL. 28. 
HANNA-BARBERA PRODUCTIONS, INC., LOS ANGELES, CA: 
1,812,580, CANC. MULTIPLE CLASS, INT. CLS. 25 AND 
28. 
HANNES WETTSTEIN 9D DESIGN, 8008 ZURICH, SWITZER- 
LAND: 
2,429,460, PUB. 11-28-2000. INT. CL. 12. 
HANOVER COMPANIES, THE, WEEHAWKEN, NJ: 
1,812,567, CANC. INT. CL. 42. 
HANS GROHE GMBH & CO. KG: See— 
HANSGROHE AG. 
HANSEN BEVERAGE COMPANY, CORONA, CA: 
2,430,278, INT. CL. 32. 
HANSGROHE AG, 77761 SCHILTACH, FED REP GERMANY 


FROM HANS GROHE GMBH & CO. KG, D-77761 SCHILTACH, 
FED REP GERMANY: 


2,429,281, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
6, 11, 17, 20 AND 21. 
HANSON MARKETING & ADVERTISING, INC., COLORADO 
SPRINGS, CO: 
1,814,124, CANC. INT. CL. 41. 
HAPPINESS EXPRESS, INC., NEW YORK, NY: 
1,813,854, CANC. INT. CL. 28. 
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HARCOURT BRACE & COMPANY, ORLANDO, FL TO HAR- 
COURT BRACE & COMPANY, ORLANDO, FL: 
2,393,770, COR. INT. CL. 9. 
HARCOURT, INC., ORLANDO, FL: 
2,429,721, PUB. 10-10-2000. INT. CL. 41. 
HARDIE GROUP, INC., THE, LAS VEGAS, NV: 
1,573,982, CANC. INT. CL. 42. 
HAREL, AVRAHAM, HAIFA 34335, ISRAEL: 
2,430,179, INT. CL. 9. 
HARN, MICHAEL, EAST WENATCHEE, WA: 
1,812,972, CANC. INT. CL. 25. 
HAROLD PUBLICATIONS, INC., PALM BEACH, FL: 
1,812,105, CANC. INT. CL. 16. 
2,430,039, PUB. 11-28-2000. INT. CL. 16. 
HARRIET CARTER GIFTS, INC.. MONTGOMERYVILLE, PA: 
2,430,526, INT. CL. 21. 
HARRIS CORPORATION, MELBOURNE, FL: 
2,430,185, INT. CL. 9 
HARRIS-TARKETT, INC., JOHNSON CITY, TN: 
1,812,166, CANC. INT. CL. 19. 
1,812,167, CANC. INT. CL. 19. 
HARRISON, GWEN, FORTSON, GA: 
2,429,924, PUB. 11-28-2000. INT. CL. 42. 
HARRY J. BOSWORTH COMPANY, SKOKIE, IL: 
2,429,852, PUB. 11-28-2000. INT. CL. 5. 
HART, SCHAFFNER & MARX, CHICAGO, IL: 
128,241, CANC. U.S. CL. 39. 
HARTFORD FIRE INSURANCE COMPANY, HARTFORD, CT: 
2,429,928, PUB. 11-28-2000. INT. CL. 36. 
HARTFORD STEAM BOILER INSPECTION AND INSURANCE 
CO., THE, HARTFORD, CT: 
1,574,020, CANC. INT. CL. 42. 
HARTWELL, DAVIS, PORTLAND, ME: 
1,812,144, CANC. INT. CL. 16. 
HARVEY COMICS ENTERTAINMENT, INC., SANTA MONICA, 
CA: 
1,811,976, CANC. INT. CL. 9. 
HASBRO, INC., PAWTUCKET, RI: 
2,430,102, PUB. 11-28-2000. INT. CL. 28. 
HASTINGS, RICHARD GREGORY, RIO RANCHO, NM, DBA 
LITECO: 
1,814,411, CANC. INT. CL. 12. 
HATTIE CARNEGIE JEWELRY ENTERPRISES, LTD. NEW 
YORK, NY: 
690,668, CANC. U.S. CL. 52. 
HATTING BAGERI A/S, HATTING, DK - 8700 HORSENS, DEN- 
MARK: 
1,814,507, CANC. INT. CL. 30. 
HAWAIIAN TRAVEL, INC., IRVING, TX: 
2,429,917, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
39 AND 42. 
HAWTIN PLC, CARDIFF, CF1 6RT, GREAT BRITAIN: 
2,429,294, PUB. 6-20-2000. INT. CL. 28. 
HAYNES INTERNATIONAL, INC., KOKOMO, IN: 
1,600,332. REN. 1-11-01. INT. CL. 6. 
HAZELTINE CORPORATION, GREENLAWN, NY: 
2,430,214, INT. CL. 9. 
HAZMAT CONTROL SYSTEMS, INC., LONG BEACH, CA: 
1,811,975, CANC. INT. CL. 9. 
HCI PUBLICATIONS, KANSAS CITY, MO: 
1,814,438, CANC. INT. CL. 16. 
HEALTH CARE VALUE SYSTEMS, INC., CRANSTON, RI: 
2,430,224, INT. CL. 9. 
HEALTH GEAR INC., PALM COAST, FL: 
1,812,994, CANC. INT. CL. 25. 
HEALTHBRIDGE REIMBURSEMENT AND PRODUCT SUPPORT, 
INC., BRAINTREE, MA: 
2,430,323, INT. CL. 9. 
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HEALTHCARE LABORATORIES, INC., PROVO, UT: 
1,813,364, CANC. INT. CL. 5. 
HEALTHCARE RESOURCES GROUP. INC 
2,430,465, INT. CL. 35 
HEALTHLINE PUBLISHING, INC.. REDWOOD CITY, 
HEALTHLINE PUBLISHING, INC., REDWOOD CITY, CA: 
1,597,383. REN. 1-6-01. INT. CL. 16. 
HEALTHQUEST USA, INC., PARAGOULD, AR: 
1,572,796, CANC. INT. CL. 5. 
HEARST MAGAZINES PROPERTY, INC., GREENWICH, CT 
2,189,849, CANC. INT. CL. 16 
HEARST-ARGYLE STATIONS, INC., NEW YORK, NY: 
2,430,083, PUB. 11-28-2000. INT. CL. 41. 
HEARTLAND COMMUNICATIONS GROUP, 
DODGE, IA: 
1,812,918, CANC. INT. CL. 16. 
HEARTLAND COMMUNICATIONS GROUP, INC. 
DODGE, IA, DBA AGRI-BUSINESS ADVISER: 
1,813,652, CANC. INT. CL. 16. 
HEARTLAND LYSINE, INC., CHICAGO, IL 
1,812,752, CANC. INT. CL. 9. 
HEATERS ENGINEERING, INC., NORTH WEBSTER, IN: 
1,812,029, CANC. INT. CL. 11 
HEBERLEIN FIBERTECHNOLOGY, INC., CH-9630 WATTWIL, 


SWITZERLAND FROM HEBERLEIN MASCHINENFABRIK AG, 
CH-9630 WATTWIL, SWITZERLAND: 
2,429,044, PUB. 11-28-2000. INT. CL. 7. 
HEBERLEIN MASCHINENFABRIK AG: See— 
HEBERLEIN FIBERTECHNOLOGY, INC. 
HEDSTROM CORPORATION, BEDFORD, PA: 
1,812,041, CANC. MULTIPLE CLASS, INT. CLS. 
28. 
HELEN KELLER 
YORK, NY: 
2,430,291, INT. CL. 42. 
HELEN OF TROY LIMITED, EL PASO, TX, CELESTE AND 
COMPANY, INC., ELKINS PARK, PA: 
1,591,799. REN. 1-11-01. INT. CL. 9. 
HELEN OF TROY TEXAS CORPORATION, EL PASO, TX: 
2.429.820, PUB. 11-28-2000. INT. CL. 10. 
2,429,821, PUB. 11-28-2000. INT. CL. 10. 
HELENA RUBINSTEIN, INC., NEW YORK, NY: 
373,924, CANC. U.S. CL. 51. 
HELUVA GOOD CHEESE INC., SODUS, NY, CHEESE JOINT, 
INC., THE, SODUS, NY: 
895,171. REN. 1-9-01. U.S. CL. 46 (INT. CLS. 29 AND 30). 
HEMATOLOGY-ONCOLOGY ASSOCIATES, INC., ALLENTOWN, 
PA: 
1,128,068, CANC. INT. CL. 42. 
HEMMETER PARTNERS, LP, GOLDEN, CO: 
1,812,615, CANC. MULTIPLE CLASS, INT. CLS. 41 AND 
42. 
HEMPHILL, MANTALENE B., CLINTON, MD: 
1,812,067, CANC. INT. CL. 14. 
HENKEL CORPORATION, AMBLER, PA: 
1,600,258. REN. 1-6-01. INT. CL. 3. 
HENKEL KOMMANDITGESELLSCHAFT AUF AKTIEN, D-40191 
DUSSELDORF, FED REP GERMANY: 
2,391,183, COR. INT. CL. 3. 
HENRY MARIA BETRIX GMBH & CO., D-6000 FRANKFURT 
AM MAIN, FED REP GERMANY: 
1,128,116, CANC. MULTIPLE CLASS, INT. CLS. 3 AND 5. 
HENRY SCHEIN INC., PORT WASHINGTON, NY: 
1,812,594, CANC. MULTIPLE CLASS, INT. CLS. 41 AND 
42 
HER MAJESTY THE QUEEN IN RIGHT OF CANADA AS REP- 
RESENTED BY THE AUDITOR GENERAL OF CANADA, OT- 
TAWA, ONTARIO, CANADA: 
1,572,971, CANC. INT. CL. 9. 
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HERAEUS KULZER GMBH & CO. KG, D-63450 HANAU, FED 
REP GERMANY: 
2,429,313, PUB. 11-28-2000. INT. CL. 5. 
HERAEUS LASERSONICS, INC., MILPITAS, CA: 
1,812,839, CANC. INT. CL. 10. 
HERBALIFE INTERNATIONAL, INC., LOS ANGELES, CA: 
2,430,078, PUB. 11-28-2000. INT. CL. 38 
2,430,079, PUB. 11-28-2000. INT. CL. 3 
HERCULES INCORPORATED, WILMINGTON, DE: 
2,429,889, PUB. 11-28-2000. INT. CL. 1. 
HERITAGE INVESTMENT ASSOCIATES INC., FEDERAL WAY, 
WA, DBA REALTY WORLD-SO. KING: 
1,814,057, CANC. INT. CL. 36 
HERSEY CHOCOLATE & CONFECTIONERY CORPORATION, 


WHEAT RIDGE, CO, HERSHEY FOODS CORPORATION, HER- 
SHEY, PA: 


1,623,041. REN. 1-12-01. INT. CL. 42. 

HERSHEY CHOCOLATE & CONFECTIONERY CORPORATION, 
WHEAT RIDGE, CO, NATIONAL LICORICE COMPANY, 
BROOKLYN, NY: 

534,419. REN. 1-12-01. U.S. CL. 18 (INT. CL. 5). 

HERSHEY CHOCOLATE & CONFECTIONERY CORPORATION, 
WHEAT RIDGE, CO, HOLLYWOOD BRANDS, _INC., 
CENTRALIA, IL: 

707,260. REN. 1-10-01. U.S. CL. 46 (INT. CL. 30). 

HERSHEY CHOCOLATE & CONFECTIONERY CORPORATION, 
WHEAT RIDGE, CO, HERSHEY FOODS CORPORATION, HER- 
SHEY, PA: 

1,599,763. REN. 1-9-01. INT. CL. 30. 

HERSHEY CHOCOLATE & CONFECTIONERY CORPORATION, 
WHEAT RIDGE, CO, HORIZON-WEST MARKETING CORP.. 
NEW YORK, NY: 

1,602,639. REN. 1-12-01. INT. CL. 30. 

HERSHEY CHOCOLATE & CONFECTIONERY CORPORATION, 
WHEAT RIDGE, CO FROM HORIZON-WEST MARKETING 
CORP., NEW YORK, NY: 

2,430,150, INT. CL. 30. 

HERTZ EQUIPMENT RENTAL CORPORATION, PARK RIDGE, 
NJ: 

1,609,358. REN. 1-12-01. INT. CL. 37. 

HERZING INSTITUTES, INC., MILWAUKEE, WI: 

1,814,136, CANC. INT. CL. 41. 

HESPE & WOELM GMBH & CO KG, D-42579 HEILIGENHAUS, 
FED REP GERMANY: 

1,594,847. REN. 1-6-01. MULTIPLE CLASS, INT. CLS. 6 
AND 7. 

HESPERUS POTTERY, CORNWALL, PRINCE EDWARD IS- 
LAND, CANADA: 

1,812,955, CANC. INT. CL. 21. 

HESS COLLECTION WINERY, THE, NAPA, CA, DBA THE HESS 
COLLECTION AND HESS WINE CELLARS, HESS WINE 
COMPANY, NAPA, CA, DBA THE HESS COLLECTION AND 
DBA HESS WINE CELLARS: 

1,601,275. REN. 1-6-01. INT. CL. 33. 

HEURIKON CORPORATION, MADISON, WI: 

1,571,670, CANC. INT. CL. 9. 
HEWLETT-PACKARD COMPANY, PALO ALTO, CA: 

1,813,296, CANC. INT. CL. 2. 

1,813,298, CANC. INT. CL. 2. 

HG ACQUISITION CORP, BURR RIDGE, IL, DBA THE HUME 
GROUP, HUME FINANCIAL SERVICES, INC., MARIETTA, 
GA, DBA HUME & ASSOCIATES: 

1,619,832. REN. 1-11-01. INT. CL. 16. 

HICKORY FARMS, INC., MAUMEE, OH: 
1,571,822, CANC. INT. CL. 16. 

HICKORY HILLS INDUSTRIES, INC., NEW YORK, NY: 
1,812,236, CANC. INT. CL. 25 

HICKS, STAN, SAN LEANDRO, CA AND HICKS, BEVERLY, 
OAKLAND, CA, DBA THE BLACK EARTH: 

1,591,458. REN. 1-12-01. INT. CL. 42. 
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HIDIMO, INC., WHITE PLAINS, NY: 
1,128,371, CANC. INT. CL. 28. 

HIGH INTEGRITY SYSTEMS, INC., TAMPA, FL: 
1,812,415, CANC. INT. CL. 37. 
1,812,416, CANC. INT. CL. 37. 

HIGH PERFORMANCE APPLIANCES, INC., DANBURY, CT: 
1,812,708, CANC. INT. CL. 7. 

HIGH POINT UNDERWRITING MANAGERS, PARSIPPANY, NJ: 
2,430,055, PUB. 11-28-2000. INT. CL. 36. 

HIGH TECHSPLANATIONS, INC., ROCKVILLE, MD: 
1,812,801, CANC. INT. CL. 9. 

HIGHLAND SUPPLY CORPORATION, HIGHLAND, IL: 
1,599,651. REN. 1-12-01. INT. CL. 21. 

HIGHTECH SIGNS COMPANY, DALLAS, TX: 
1,814,218, CANC. INT. CL. 42. 

HILL, PAUL DONALD, WOODLAND HILLS, CA: 
1,813,876, CANC. INT. CL. 28. 

HILLBILLIES FROM MARS, MENLO PARK, CA: 
1,812,475, CANC. INT. CL. 41. 

HINGER, FRED D., HUNTSVILLE, AL AND_ HINGER, 
MARGORIE J., HUNTSVILLE, AL, HINGER, FRED D., FORT 
LEE, NJ: 

892,051. REN. 1-11-01. US. CL. 36 (INT. CLS. 9 AND 15). 

HINGER, FRED D., HUNTSVILLE, AL AND _ HINGER, 
MARGORIE J., HUNTSVILLE, AL, FRED D. HINGER, FORT 
LEE, NJ: 

892,052. REN. 1-11-01. U.S. CL. 36 (INT. CL. 15). 

HIRE CALLING INC., MEDFORD, OR FROM GOLD DUST 

WEST, INC., MEDFORD, OR: 
2,430,257, INT. CL. 35. 

HIRSCH, ALAN, LONG BEACH, CA, DBA BH COMMUNICA- 
TIONS: 

1,789,613, CANC. INT. CL. 35. 

HITACHI HOME ELECTRONICS (AMERICA), INC., NORCROSS, 
GA: 

1,573,182, CANC. INT. CL. 11. 
HITEK CONSTRUCTION LTD., CH-3780 GSTAAD, SWITZER- 


LAND, HITEK LIMITED, RICHMOND, VICTORIA, AUS- 
TRALIA: 


1,574,994. REN. 1-9-01. INT. CL. 19. 

HMG WORLDWIDE IN STORE MARKETING INC, NEW YORK, 
NY, MARLBORO MARKETING INC., NEW YORK, NY, DBA 
THE HOWARD MARLBORO GROUP: 

1,613,197. REN. 1-8-01. INT. CL. 35. 

HOBO LEISURE PRODUCTS LIMITED, THORNHILL, ONTARIO, 
CANADA: 

1,812,933, CANC. INT. CL. 18. 
HOCUS-POCUS, INC., MIAMI, 
TAURANTS, INC., MIAMI, FL: 
1,596,570. REN. 1-6-01. MULTIPLE CLASS, INT. CLS. 25 

AND 42. 

HOECHST AKTIENGESELLSCHAFT, FRANKFURT, FED REP 
GERMANY: 

1,597,013. REN. 1-10-01. INT. CL. 1. 

HOECHST AKTIENGESELLSCHAFT, W-6230 FRANKFURT AM 
MAIN 80, FED REP GERMANY: 

1,811,753, CANC. INT. CL. 1. 
HOFMEISTER, JOHN F., EVANSVILLE, IN: 

2,429,175, PUB. 11-2-1999. INT. CL. 35. 
HOGARTH LIMB-WEIGHT, BURBANK, CA: 

1,128,212, CANC. INT. CL. 10. 

HOGATEX SOFTWARE GMBH, 81929 MUNICH, FED REP GER- 
MANY: 

2,429,549, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
9 AND 42. 

HOGIL PHARMACEUTICAL CORP., ARMONK, NY: 

1,812,605, CANC. MULTIPLE CLASS, INT. CLS. 5 AND 21. 

HOLIDAY SYSTEMS INTERNATIONAL OF NEVADA, LAS 
VEGAS, NV: 

2,429,468, PUB. 11-28-2000. INT. CL. 36. 
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HOLLAND COMMUNICATIONS, INC., HOLLAND, MI: 
1,814,602, CANC. INT. CL. 41. 
HOLLAND SPORT, SAN FRANCISCO, CA: 
1,813,726, CANC. INT. CL. 18. 
HOLLISTER, WILLIAM H., KEENE, NH: 
2,429,415, PUB. 11-28-2000. INT. CL. 10. 
HOLLYWOOD FOREIGN PRESS ASSOCIATION, BEVERLY 
HILLS, CA: 
2,429,146, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
35 AND 41. 
2,429,147, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS 
35, 41 AND 42. 
HOLOPHANE CORPORATION, NEWARK, OH: 
1,592,891. REN. 1-10-01. INT. CL. 11. 
HOME BUILDERS ASSOCIATION OF FORT WAYNE, 
FORT WAYNE, IN: 
1,639,919. REN. 1-11-01. INT. CL. 35. 
HOME PORT COMPUTER SYSTEMS, SPRINGFIELD, MA: 
1,811,972, CANC. INT. CL. 9. 
1,811,973, CANC, INT. CL. 9. 
HOMEDICS, INC., ROCHESTER HILLS, MI: 
1,814,400, CANC. INT. CL. 10. 
HOMEOWNERS LOAN CORP., BATON ROUGE, LA AND 
HOMEOWNERS LOAN CORP., ATLANTA, GA: 
2,430,523, INT. CL. 36. 
HONDA GIKEN KOGYO KABUSHIKI KAISHA (HONDA MOTOR 
CO., LTD. IN ENGLISH), TOKYO 107, JAPAN: 
1,607,414. REN. 1-12-01. INT. CL. 12. 
HONDA GIKEN KOGYO KABUSHIKI KAISHA (HONDA MOTOR 
CO., LTD.), MINATO-KU, TOKYO 107, JAPAN: 
2,430,326, INT. CL. 12. 
HONG KONG ENTERTAINMENT (OVERSEAS) INVESTMENTS 
LIMITED-CNMI, TINIAN, N. MARIANA ISLAND: 
2,430,208, MULTIPLE CLASS, INT. CLS. 39, 41 AND 42. 
HOOPLIFE, LLC, NEW YORK, NY: 
2,429,890, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
35 AND 41. 
HOOVER UNIVERSAL, INC., SALINE MICH.: 
690,541, CANC. U.S. CL. 32. 
HOPKINS MANUFACTURING CORPORATION, EMPORIA, KS: 
1,150,839. REN. 1-11-01. INT. CL. 8. 
HOPKINS, GRAHAM KEITH, CHELTENHAM, 
WALES 2119, AUSTRALIA: 
1,812,935, CANC. INT. CL. 19. 

HOPWOOD, HOWARD E., DOUGLASVILLE, GA: 
2,429,830, PUB. 11-28-2000. INT. CL. 42. 
HORACE SMALL MANUFACTURING COMPANY, NASHVILLE, 

TN, AKA HORACE SMALL APPAREL CO.: 
1,812,211, CANC. INT. CL. 25. 
1,813,803, CANC. INT. CL. 25. 
HORSTINE FARMERY LIMITED, YORK, YORKSHIRE, ENG- 
LAND: 
1,127,806, CANC. INT. CL. 7. 
HOSPITAL MARKETING SERVICES CO., INC., NAUGATUCK, 
CT: 


INC., 


NEW SOUTH 


1,598,422. REN. 1-12-01. INT. CL. 10. 
HOSPITAL STAFFING SERVICES, INC., FORT LAUDERDALE, 
FL: 
1,814,012, CANC. INT. CL. 35. 
HOSPITALITY RESOURCES INCORPORATED, SCHILLER 
PARK, IL: 
1,813,997, CANC. INT. CL. 35. 
HOT COMET ENTERPRISES INC., NORTH HOLLYWOOD, CA: 
2,430,137, PUB. 11-28-2000. INT. CL. 34. 
HOUSE OF HERBS, INC., PASSAIC, NJ, AKA FAR EAST SPICE 
Co.: 
1,140,483. REN. 1-6-01. INT. CL. 30. 
HOUSEHOLD INTERNATIONAL, INC., PROSPECT HEIGHTS, IL: 
1,573,797, CANC. INT. CL. 36. 
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HOUSTON, WHITNEY, FORT LEE, NJ: 
1,813,727, CANC. MULTIPLE CLASS, INT. CLS. 18, 25, 26 
AND 41. 
HOVE BOOKS LTD., HOVE. BN3 2GJ, ENGLAND: 
1,813,696, CANC. INT. CL. 16. 
HOWARD COUNTY GENERAL HOSPITAL, INC., COLUMBIA, 
MD: 
2,429,750, PUB. 11-28-2000. INT. CL. 41. 
HOWARD SYSTEMS CORPORATION, AUSTIN, TX: 
1,128,225, CANC. INT. CL. 11. 
1,128,226, CANC. INT. CL. 11. 
HOY, CRAIG VAN, VANCOUVER, WA: 
2,430,519, INT. CL. 39. 
HOYA CORPORATION, SHINJUKU-KU, TOKYO, JAPAN: 
2,429.231, PUB. 11-28-2000. INT. CL. 9. 
HOYA CORPORATION, TOKYO, JAPAN: 
2,430,141, PUB. 11-28-2000. INT. CL. 9. 
HOYA KABUSHIKI KAISHA (HOYA 
SHINJUKUY-KU, TOKYO, JAPAN: 
1,128,183, CANC. INT. CL. 9 
HOYLE PRODUCTS INC., FILLMORE, CA: 
1,128,259, CANC. INT. CL. 16. 
HPD LABORATORIES, INC., EDISON, NJ, 
HOUSEHOLD BRANDS, INC.: 
2,429,611, PUB. 11-28-2000. INT. CL. 5. 
HRSP, INC., DALLAS, TX: 
1,814,269, CANC. INT. CL. 42. 
HUBBARD FEEDS INC., MANKATO, MN: 
2,429,079, PUB. 11-28-2000. INT. CL. 31. 
HUBBELL INCORPORATED, ORANGE, CT, HARVEY HUB- 
BELL, INCORPORATED, BRIDGEPORT, CT: 
698,907. REN. 1-10-01. U.S. CL. 21 (INT. CL. 9). 
HUBBELL INCORPORATED, ORANGE, CT: 
1,600,592. REN. 1-12-01. INT. CL. 9. 
HUDSON INDUSTRIES, INC., RICHMOND, VA: 
1,812,182, CANC. INT. CL. 20. 
HUFFY CORPORATION, MIAMISBURG, OH: 
2,430,046, PUB. 11-28-2000. INT. CL. 28. 
HUNNICUTT, WAYNE, SEBASTOPOL, CA AND HUNNICUTT, 
NANCY SCOTT, SEBASTOPOL, CA: 
1,573,902, CANC. INT. CL. 41. 
HUNT MIDWEST ENTERTAINMENT, INC., KANSAS CITY, MO: 
1,812,481, CANC. INT. CL. 41. 
1,814,152, CANC. INT. CL. 41. 
HUNT-PIERCE CORPORATION, MILFORD, CT: 
690,184, CANC. U.S. CL. 23. 
HUNT, DARWIN P., LAS CRUCES, NM AND HUNT, SALLIE 
S., LAS CRUCES, NM: 
2,429,036, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
16 AND 42. 
HUNTER DOUGLAS INC., UPPER SADDLE RIVER, NJ: 
1,812,146, CANC. MULTIPLE CLASS, INT. CLS. 17, 20 AND 
24. 
HYDRIL COMPANY, HOUSTON, TX, DOHENY STONE DRILL 
COMPANY, LOS ANGELES, CA: 
264,018. REN. 1-6-01. U.S. CL. 23 (INT. CL. 7). 
HYDROBICS PRODUCTS, MILFORD, MA: 
1,813,869, CANC. INT. CL. 28. 
HYDROCHEM INDUSTRIAL SERVICES, INC., HOUSTON, TX: 
1,596,802. REN. 1-12-01. INT. CL. 37. 
HYDRON TECHNOLOGIES, INC., BOCA RATON, FL: 
1,920,659, CANC. INT. CL. 3. 
HYGIENICS INDUSTRIES, INC., PLYMOUTH MEETING, PA: 
1,812,573, CANC. MULTIPLE CLASS, INT. CLS. 16 AND 
25. 
HYMAN FREIGHTWAYS, INC., ST. PAUL, MN: 
1,573,882, CANC. INT. CL. 39. 
HYPER SHOPPES (OHIO), INC., CINCINNATI, OH: 
1,572,552, CANC. INT. CL. 42. 


CORPORATION), 


DBA GLOBAL 


U.S. PATENT AND TRADEMARK OFFICE 


1,573,959, CANC. INT. CL. 42. 
HYPERLOGIC CORPORATION, ESCONDIDO, CA: 
1,812,770, CANC. INT. CL. 9. 
HYPRED, 35800 DINARD, FRANCE: 
2,429,337, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
1,3 AND 5. 
2,429,338, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
1, 3 AND S. 
2,429,340, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
3 AND S. 


LC.C. INTERNATIONAL CUBE CORPORATION, NEW YORK, 
NY: 


1,127,874, CANC. INT. CL. 16. 
1.J. TECHNOLOGIES, INC., CONCORD, NH: 
1,811,761, CANC. INT. CL. 2. 
1,811,762, CANC. INT. CL. 2. 
1.S.1. AUTOMATION PRODUCTS GROUP, INC., FRASER, MI: 
1,812,699, CANC. INT. CL. 7. 
I-LINK INCORPORATED, DRAPER, UT: 
2,429,422, PUB. 11-28-2000. INT. CL. 38. 
IBC USA (CONFERENCES), INC., WESTBOROUGH, MA: 
2,429,598, PUB. 11-28-2000. INT. CL. 35. 
ICARIAN, INC., SUNNYVALE, CA FROM ICARIAN, LLC, LOS 
GATOS, CA: 
2,430,203, INT. CL. 9. 
2,430,204, INT. CL. 16. 
IDAHO SUPREME POTATOES, INC., FIRTH, ID: 
1,813,092, CANC. INT. CL. 30. 
IDEABYTES, LTD., N. OLMSTEAD, OH: 
2,429,919, PUB. 11-28-2000. INT. CL. 16. 
IDEAL CONCRETE BLOCK CO, WESTFORD, MA: 
1,581,536. REN. 1-10-01. INT. CL. 19. 
IDEAL CONCRETE BLOCK CO., WESTFORD, MA: 
1,581,535. REN. 1-10-01. INT. CL. 19. 
IDEAL INDUSTRIES, INC., SYCAMORE, IL: 
890,829. REN. 1-12-01. MULTIPLE CLASS, U.S. CLS. 21 
(INT. CLS. 7, 9, 11, 12 AND 15) AND 23 (INT. CL. 8). 
890,829, CANC. U.S. CL. 26. 
IDEAVILLAGE.COM, LLC, FAIRFIELD, NJ: 
2,429,742, PUB. 11-28-2000. INT. CL. 9. 
IDITAROD TRAIL COMMITTEE, INC., WASILLA, AK: 
1,572,644, CANC. U.S. CL. 200. 
IDT CORPORATION, HACKENSACK, NJ: 
2,430,512, INT. CL. 36. 
IEM LTD., NOVI, MI: 
1,128,221, CANC. INT. CL. 11. 
IGA, INC., CHICAGO, IL, IGA, INC., CHICAGO, IL: 
1,134,827. REN. 1-9-01. INT. CL. 42. 
IGLOO PRODUCTS CORP., HOUSTON, TX: 
2,429,259, PUB. 11-28-2000. INT. CL. 21. 
ITYAMA ELECTRIC CO, NAGANO CITY, JAPAN: 
2,429,257, PUB. 11-28-2000. INT. CL. 9. 
IKEPOD WATCH COMPANY AG, CH6304 ZUG, SWITZERLAND: 
2,430,392, INT. CL. 14. 
IMAGE EQUITY MANAGEMENT, INC., LOS ANGELES, CA: 
1,812,183, CANC. INT. CL. 20. 
IMAGE INDUSTRY PUBLICATIONS, STATEN ISLAND, NY: 
1,812,110, CANC. INT. CL. 16. 
IMAGEFAST SOFTWARE SYSTEMS, INC., MCLEAN, VA: 
1,811,949, CANC. INT. CL. 9. 
IMAGES INC, BELTSVILLE, MD, NASHUA PHOTO PRODUCTS 
OF WEST VIRGINIA, INC., NASHUA, NH: 
1,588,216. REN. 1-10-01. INT. CL. 40. 
IMAGINAIR, INC., WAUCONDA, IL: 
2,429,326, PUB. 2-15-2000. MULTIPLE CLASS, INT. CLS. 
20 AND 28. 
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IMAGING & SENSING TECHNOLOGY CORPORATION, HORSE- 
HEADS, NY, REUTER-STOKES CANADA LIMITED, CAM- 
BRIDGE, ONTARIO, NIR 5X9, CANADA: 

1,129,504. REN. 1-12-01. INT. CL. 9 

IMAGININGS 3, INC., NILES, IL 
1,813,769, CANC. INT. CL. 21. 

IMAGO GROUP, INC., NEW YORK, NY: 
1,814,131, CANC. INT. CL. 41. 

IMART INCORPORATED, ROYAL OAK, MI: 
2,429,214, PUB. 5-2-2000. INT. CL. 35. 

IMECO, INC., POLO, IL, YIHC INC., YORK, PA 
1,591,897. REN. 1-11-01. INT. CL. 11. 

IMI, INC., PLATTE CITY, MO: 
2,429,401, PUB. 11-28-2000. INT. CL. 42. 

IMPACT ACTION GOLF CO. INC., PEMBROKE PINES, FL: 
1,812,256, CANC. INT. CL. 28. 

IMPACT INTERNATIONAL, INC., BOCA RATON, FL 
1,812,081, CANC. MULTIPLE CLASS, INT. CLS. 

28. 

IMPACT VISION, INC., BUFFALO, NY: 
1,813,574, CANC. INT. CL. 9. 

IMPERIAL BEDDING CORPORATION, HUNTINGTON, WV: 
2,429,361, PUB. 11-28-2000. INT. CL. 20 

IMPERIAL MORTAGE CORPORATION, DENVER, CO: 
1,127,966, CANC. INT. CL. 36 

IMPERIAL SCHRADE CORP., NEW YORK, NY: 
1,812,722, CANC. INT. CL. 8. 

IMPROV WEST ASSOCIATES, LOS ANGELES, CA: 
1,573,976, CANC. INT. CL. 42. 

IMPULSE MARKETING SERVICES, EUGENE, OR: 
1,813,927, CANC. INT. CL. 30. 

IMSPACE SYSTEMS CORPORATION, SAN DIEGO, CA: 
1,813,536, CANC. INT. CL. 9 

IN.PRO. HERSTELLUNGS- UND VERTRIEBSGESELLSCHAFT 

MBH, D-24558 HENSTEDT-ULZBURG, FED REP GERMANY: 
2,429,215, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
9, 11 AND 12 
IN-N-OUT BURGERS, IRVINE, CA: 
1,609,252. REN. 1-11-01. INT. CL. 30. 
IN-RITE CORPORATION, RALEIGH, NC: 
1,812,054, CANC. INT. CL. 12 

INCOMED, INC., SAN DIEGO, CA: 

1,813,527, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 10 
INDEPENDENCE, LLC, PROVIDENCE, RI: 
2,429,604, PUB. 11-28-2000. INT. CL. 35. 

INDEPENDENT HEALTH ASSOCIATION, INC., BUFFALO, NY 
2,430,316, INT. CL. 42. 

INDEPENDENT SYSTEMS, INC., OKLAHOMA CITY, OK: 
1,812,117, CANC. INT. CL. 16. 

INDIFAX CORPORATION, MIAMI, FL 
1,814,008, CANC. INT. CL. 35. 

INDIGO N.V., 6229 GA MAASTRICHT, NETHERLANDS 
2,429,032, PUB. 12-7-1999. MULTIPLE CLASS, INT. CLS 

37, 41 AND 42 

INDIO PRODUCTS, INC.. LOS ANGELES, CA: 

1,811,752, CANC. MULTIPLE CLASS, INT. CLS. 1 AND 3 

INDIVIDUAL INVESTOR GROUP, INC., NEW YORK, NY, AFGC 
HOLDINGS. INC.. NEW YORK. NY: 

1,600,756. REN. 1-11-01. INT. CL. 16. 

INDOPCO, INC., BRIDGEWATER, NJ, DBA NATIONAL STARCH 

AND CHEMICAL COMPANY: 
2,430,422, INT. CL. 30. 
INDUCHEM HOLDING AG, CH-8604 VOLKETSWIL, SWITZER- 
LAND: 
2,429,286, PUB 
1,3 AND S. 
INDUCTOHEAT, INC., MADISON HEIGHTS, MI: 
1,603,598. REN. 1-9-01. INT. CL. 11 


16 AND 


11-28-2000. MULTIPLE CLASS, INT. CLS 
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INDUSTRIA DE MERCADEO, S.A., VIA ESPAN PANAMA, PAN- 
AMA: 


2,429,453, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
18 AND 25. 
INDUSTRIAL LOGIC CORPORATION, ATLANTA, GA: 
2,429,848, PUB. 11-28-2000. INT. CL. 9. 
INDUSTRIAS EMPACADORAS DOMINICANAS, C. POR A., 
SANTO DOMINGO, DOMINICAN REP: 
903,949. REN. 1-10-01. U.S. CL. 46 (INT. CL. 29). 
INDUSTRIAS FARCOSMETICAS ASOCIADAS 
(INDUFARAS), CARACAS, VENEZUELA: 
1,571,502, CANC. INT. CL. 3. 
INDUSTRIES LEADER INC/LEADER INDUSTRIES 
BOUCHERVILLE, QUEBEC, J4B 5H1, CANADA: 
2,430,540, INT. CL. 28. 
INDUSTRIEWERKE LEMM & CO. KG, D-5500, TRIER, FED REP 
GERMANY: 
1,133,124. REN. 1-8-01. INT. CL. 25. 
1,133,124, CANC. INT. CL. 18. 
INFERCOR AS, N-0164 OSLO, NORWAY: 
2,429,235, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
9, 38 AND 42. 
INFINITY BROADCASTING CORPORATION, NEW YORK, NY: 
1,573,867, CANC. INT. CL. 38. 
INFINITY SYSTEMS, INC., NORTHRIDGE, CA: 
1,613,622. REN. 1-8-01. INT. CL. 9. 
INFORMATION GAMES INC., MONTAGUE CENTER, MA: 
1,573,587, CANC. INT. CL. 28. 
INFORMATION RESOURCES, INC., CHICAGO, IL: 
1,812,751, CANC. INT. CL. 9. 
INFORMATION STATION SPECIALISTS, INC., ZEELAND, MI: 
2,429,832, PUB. 11-28-2000. INT. CL. 9. 
INFORMIX SOFTWARE, INC., MENLO PARK, CA: 
1,812,775, CANC. INT. CL. 9. 
INFORUM, INC., NASHVILLE, TN: 
1,813,549, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 35. 
INFOSPACE.COM, INC., REDMOND, WA: 
2,384,606, COR. INT. CL. 35. 
INFOSPI.COM, CARLSBAD, CA: 
2,429,957, PUB. 11-28-2000. INT. CL. 42. 
INFOUSA INC., OMAHA, NE FROM AMERICAN BUSINESS IN- 
FORMATION, INC., OMAHA, NE: 
2,430,202, MULTIPLE CLASS, INT. CLS. 9 AND 35. 
INFRANOR §S.A., 1296 COPPET, SWITZERLAND: 
1,131,223. REN. 1-12-01. INT. CL. 9. 
INNER CHILD PRODUCTIONS, INC., LAS CRUCES, NM: 
1,811,953, CANC. INT. CL. 9. 
INNERSPACE MEDICAL, IRVINE, CA: 
1,813,590, CANC. INT. CL. 10. 
INNOTECH, INC., ROANOKE, VA: 
1,813,502, CANC. INT. CL. 9. 
INNOVATION CENTER, THE, WASHINGTON, DC: 
1,814,224, CANC. INT. CL. 42. 
1,814,225, CANC. INT. CL. 42. 
1,814,226, CANC. INT. CL. 42 
1,814,227, CANC. INT. CL. 42. 
1,814,228, CANC. INT. CL. 42. 
1,814,229, CANC. INT. CL. 42. 
1,814,230, CANC. INT. CL. 42. 
INNOVATION MANAGEMENT GROUP, INC., EMMAUS, PA: 
1,813,251, CANC. INT. CL. 41. 
INNOVATIVE CERAMICS, INC., ROSWELL, GA: 
1,956,122, CANC. INT. CL. 42. 
INNOVATIVE EMERGENCY MANAGEMENT, 
ROUGE, LA: 
2,429,121, PUB. 11-28-2000. INT. CL. 42. 
INNOVATIVE MARKETS INC., CHICAGO, IL: 
1,571,869, CANC. INT. CL. 16. 


CA 


INC., 
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INORGANIC COATINGS, INC., MALVERN, PA: 
1,814,041, CANC. INT. CL. 36. 
INSILCO CORPORATION, MIDLAND, TX: 
1,811,744, CANC. MULTIPLE CLASS, INT. CLS. 1, 
8, 9, 16, 17, 21, 22 AND 25. 
1,813,260, CANC. MULTIPLE CLASS, INT. CLS. 1, 
8, 9, 16, 17, 21, 22 AND 25. 
1.813.261, CANC. MULTIPLE CLASS, INT. CLS. }, 
8, 9, 16, 17, 21, 22 AND 25 
INSTITUFORM SOUTHEAST CORP., JACKSONVILLE, FL: 
1,814,531, CANC. INT. CL. 40. 
INSTITUTE INC., THE, DANBURY, CT, DBA LONG RIDGE 
WRITERS GROUP: 
1,635,062. REN. 1-11-01. INT. CL. 41. 
INSTITUTE OF GAS TECHNOLOGY, CHICAGO, IL: 
1,814,546, CANC. INT. CL. 42. 
INSTITUTIONAL INVESTOR, INC., NEW YORK, NY: 
2,430,574, INT. CL. 16. 
INSTRULAB, INC., DAYTON, OH: 
2,429,195, PUB. 11-28-2000. INT. CL. 9. 
INSTRUMENTARIUM OY, 00101 HELSINKI, FINLAND: 
1,813,412, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 10. 
INSULATING MATERIALS INCORPORATED, SCHENECTADY, 
NY: 
1,812,149, CANC. INT. CL. 17. 
INSURANCE GROUP, INC., THE, TUCSON, AZ: 
1,812,381, CANC. INT. CL. 36. 
INTECOM, INC., ALLEN, TX: 
1,811,925, CANC. INT. CL. 9. 
INTEGRATED SYSTEMS HOLDINGS, INC., PHOENIX, AZ: 
2,430,309, INT. CL. 29. 
INTEK WEATHERSEAL PRODUCTS, INC., HASTINGS, MN: 
1,813,738, CANC. INT. CL. 19. 
INTELLI-CHECK, INC., HUNTINGTON, NY: 
2,429,419, PUB. 11-28-2000. INT. CL. 9. 
INTELLICALL, INC., CARROLLTON, TX: 
1,812,747, CANC. INT. CL. 9 
INTELLICOMP, LOS ANGELES, CA: 
2,429,962, PUB. 11-28-2000. INT. CL. 35. 
INTER-CITY TIRE & AUTO CENTER, INC, ELIZABETH, NJ: 
2,430,570, MULTIPLE CLASS, INT. CLS. 35 AND 37. 
INTERBIO, INC., BATON ROUGE, LA: 
1,811,750, CANC. MULTIPLE CLASS, INT. CLS. 1 AND 42. 
INTERIOR CRAFTS, INC., CHICAGO, IL: 
2,429,786, PUB. 11-28-2000. INT. CL. 20. 
INTERMATIC INCORPORATED, SPRING GROVE, IL: 
1,128,177, CANC. INT. CL. 9. 
INTERNATIONAL ASSOCIATION OF PERSONNEL IN EMPLOY- 
MENT SECURITY INCORPORATED, FRANKFORT, KY: 
2,430,507, INT. CL. 16. 
INTERNATIONAL ASSOCIATION OF PLUMBING 
CHANICAL OFFICIALS, WALNUT, CA: 
1,572,646, CANC. U.S. CL. A. 
INTERNATIONAL BEAUTY DESIGN, INC., GARDENA, CA: 
1,811,784, CANC. INT. CL. 3. 
INTERNATIONAL BUSINESS MACHINES CORPORATION, 
ARMONK, NY: 
1,813,515, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 16. 
INTERNATIONAL COATINGS CO., INC., CERRITOS, CA: 
1,136,184. REN. 1-9-01. INT. CL. 16. 
INTERNATIONAL COLD STORAGE CO., INC., ANDOVER, KS: 
1,811,833, CANC. INT. CL. 6. 
INTERNATIONAL COMFORT PRODUCTS 
(USA), LEWISBURG, TN, HEIL-QUAKER 
NASHVILLE, TN: 
1,141,252. REN. 1—9-01. INT. CL. 11. 
INTERNATIONAL COUNCIL FOR CARING 
INC., NEW YORK, NY: 
2,429,977, PUB. 11-28-2000. INT. CL. 41. 
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INTERNATIONAL DATA GROUP, INC., FRAMINGHAM, MA: 
1,811,921, CANC. INT. CL. 9. 
1,813,230, CANC. INT. CL. 16. 
2,429,058, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
35 AND 42. 
2,429,241, PUB. 10-31-2000. INT. CL. 35. 
INTERNATIONAL EDGE TOOL CO., ROSELAND, NJ: 
1,127,848, CANC. INT. CL. 11. 


INTERNATIONAL EXPATRIATE CONSULTING, INC., MENLO 
PARK, CA: 
2,430,515, INT. CL. 35. 


INTERNATIONAL FOODSTUFFS CO, P.O. BOX 4115 SHARJAH, 
ARAB EMIRATES: 


2,389,301, COR. INT. CL. 30. 
INTERNATIONAL GENEALOGICAL SEARCH INC., BURNABY, 
B.C., VSC 6A8, CANADA: 
2,270,769, COR. INT. CL. 41. 
INTERNATIONAL GOLD METALS, INC., NEW YORK, NY: 
1,128,246, CANC. INT. CL. 14. 
INTERNATIONAL LASER EXPRESSIONS, INC., MYSTIC, CT: 
2,429,590, PUB. 11-28-2000. INT. CL. 30. 
INTERNATIONAL LUTHERAN LAYMEN’S LEAGUE, ST. 
LOUIS, MO: 
2,429,050, PUB. 11-28-2000. INT. CL. 9. 
INTERNATIONAL MUSIC CORPORATION, FORT WORTH, TX: 
1,813,550, CANC. INT. CL. 9. 

INTERNATIONAL PAPER BOX MACHINE CO., 
NASHUA, NH: 

1,813,396, CANC. INT. CL. 7. 

INTERNATIONAL PAPER COMPANY, PURCHASE, NY: 

1,813,772, CANC. INT. CL. 21. 
INTERNATIONAL PATTERNS, INC., BAYSHORE, NY: 
2,429,300, PUB. 11-28-2000. INT. CL. 20. 
INTERNATIONAL PLAYTEX, INC., STAMFORD CT: 
690,573, CANC. U.S. CL. 39. 
INTERNATIONAL PRODUCT DESIGN INC., FORT LEE, N3J: 
1,814,231, CANC. INT. CL. 42. 
1,814,233, CANC. INT. CL. 42. 
1,814,234, CANC. INT. CL. 42. 
1,814,235, CANC. INT. CL. 42. 
1,814,236, CANC. INT. CL. 42. 
1,814,237, CANC. INT. CL. 42. 
1,814,238, CANC. INT. CL. 42. 
1,814,239, CANC. INT. CL. 42. 
1,814,241, CANC. INT. CL. 42. 
1,814,242, CANC. INT. CL. 42. 
1,814,243, CANC. INT. CL. 42. 
1,814,244, CANC. INT. CL. 42. 
1,814,245, CANC. INT. CL. 42. 
1,814,246, CANC. INT. CL. 42. 

INTERNATIONAL REFINING & MANUFACTURING COMPANY, 
EVANSTON, IL: 

1,811,799, CANC. INT. CL. 4. 

INTERNATIONAL SOCIETY FOR CHILD AND PLAY THERAPY 
- PLAY THERAPY INTERNATIONAL, THE, NEPEAN (OT- 
TAWA), ONTARIO, CANADA: 

2,430,551, MULTIPLE CLASS, INT. CLS. 16 AND 41. 
INTERNATIONAL TROPI-CAL, INC., LOS ANGELES, CA: 
1,127,836, CANC. INT. CL. 9. 

INTERNET CONCEPTS, LLC, MADISON, WI: 
2,429,045, PUB. 4-4-2000. INT. CL. 42. 

INTERNET SERVICES CORPORATION, FORT MILL, SC: 
2.430.576, INT. CL. 16. 

INTERNET.COM CORPORATION, DARIEN, CT 
MECKLERMEDIA CORPORATION, WESTPORT, CT: 

2,430,582, INT. CL. 16. 


INC., THE, 


FROM 
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INTERSPORT INTERNATIONAL CORPORATION GMBH, 3072 

OSTERMUNDIGEN, SWITZERLAND: 
2,429,295, PUB. 11-28-2000. INT. CL. 28. 

INTERSTATE BRANDS WEST CORPORATION, KANSAS CITY, 
MO: 

2,429,796, PUB. 11-28-2000. INT. CL. 30. 

INTERTEC PUBLISHING CORPORATION, OVERLAND PARK, 
KS: 

1,571,874, CANC. INT. CL. 16. 

INTERTEC PUBLISHING CORPORATION, OVERLAND PARK, 
KS FROM INTERTEC PUBLISHING CORPORATION, OVER- 
LAND PARK, KS: 

2,429,056, PUB. 11-28-2000. INT. CL. 42 

INTERTEC PUBLISHING CORPORATION: See— 
INTERTEC PUBLISHING CORPORATION 

INTERTECH CORPORATION, GREENSBORO, NC: 

1,812,612, CANC. MULTIPLE CLASS, INT. CLS. 1 AND 28. 

INTERTON-ELECTRONIC HORGERATE GMBH, KOLN, FED 
REP GERMANY: 

1,601,969. REN. 1—-9-01. INT. CL. 10. 

INVISIBLE FENCE COMPANY, INC., BERWYN, PA: 

1,811,929, CANC. INT. CL. 9. 
IN4S INC., CHUO-KU, TOKYO 103, JAPAN: 
2,429,041, PUB. 3-9-1999. INT. CL. 9. 
IONICS, INCORPORATED, WATERTOWN, MA: 
1,135,575. REN. 1-8-01. INT. CL. 9. 
1,811,745, CANC. INT. CL. 1. 

IOPIS ASSOCIATES, INC., FOREST HILLS, NY: 

1,813,999, CANC. MULTIPLE CLASS, INT. CLS. 35 AND 
41. 
IOWA-ILLINOIS GAS AND ELECTRIC COMPANY, DAV- 
ENPORT, IA: 
1,814,089, CANC. INT. CL. 39. 
1Q SOFTWARE CORPORATION, NORCROSS, GA: 
1,813,429, CANC. INT. CL. 9. 
IRON DISORDERS INSTITUTE, INC., GREENVILLE, SC: 
2,429,459, PUB. 11-28-2000. INT. CL. 16. 
IRWIN TOY LIMITED, TORONTO, ONTARIO, M6K 1X6, CAN- 
ADA: 
1,813,850, CANC. INT. CL. 28. 
IRWIN TOY LIMITED, TORONTO, ONTARIO, CANADA: 
1,814,479, CANC. INT. CL. 28. 

IRWIN, GREG W., SAN MARCOS, CA, DBA IRWIN DEV. & 
MFG. CO.: 

1,813,865, CANC. INT. CL. 28. 

ISA STEWART INSURANCE ASSOCIATES, INC., SHREVEPORT, 
LA, JOHN DAVID STEWART, INC., SHREVEPORT, LA: 

1,587,104. REN. 1-10-01. INT. CL. 36. 
ISOLAB, INCORPORATED, BARBERTON, OH: 
1,128,083, CANC. INT. CL. 1. 
ISOLYSER COMPANY, INC., NORCROSS, GA: 
1,813,271, CANC. INT. CL. 1. 
ISU INTERNATIONAL, SAN FRANCISCO, CA: 
2,429,216, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
35 AND 36. 
2,429,217, PUB. 11-28-2000. INT. CL. 36. 
2,429,219, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
35 AND 36. 
ITC, INC., ZEELAND, MI: 
1,812,931, CANC. INT. CL. 18. 

ITEM COMPANY, INC., THE, SKYLAND, NC, DBA BLUE 

RIDGE/THE ITEM COMPANY: 
1,812,780, CANC. INT. CL. 9. 
ITERUM LLC, SALT LAKE CITY, UT: 

2,430,394, INT. CL. 42. 

ITT CONSUMER FINANCIAL CORPORATION, MINNEAPOLIS, 
MN: 

1,572,335, CANC. INT. CL. 35. 
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ITT SHERATON CORPORATION, BOSTON, MA, ITT SHER- 
ATON CORPORATION OF AMERICA, BOSTON, MA: 

891,095. REN. 1-601. U.S. CL. 100 (INT. CL. 42). 
IVO INDUSTRIES, INC., NEPTUNE, NJ, DBA CEFE COMPO- 
NENTS DIVISION: 
1,128,187, CANC. INT. CL. 9. 
IVO INDUSTRIES, INC., NEPTUNE, NJ: 
1,128,188, CANC. INT. CL. 9. 

IVYRIDGE OF FLORIDA, INC., MIAMI, FL: 

1,595,280. REN. 1-9-01. MULTIPLE CLASS, INT. CLS. 
AND 17. 

IWANICKI, TIMOTHY B., OGLESBY, IL, DBA DRUTHERS BEV- 

ERAGE COMPANY: 
2,430,301, INT. CL. 32. 

J. BARBOUR & SONS LIMITED, TYNE & WEAR, UNITED 

KINGDOM: 
1,618,862. REN. 1-9-01. INT. CL. 25. 
KINDERMAN & SONS, INC., PHILADELPHIA, PA, DBA 
BRITE STAR MANUFACTURING COMPANY: 
2,430,421, INT. CL. 11. 
._ L. MCKAY CORPORATION, TIGARD, OR: 
1,811,937, CANC. INT. CL. 9. 
. L. PRESCOTT CO., PASSAIC, NJ: 
1,128,084, CANC. INT. CL. 3. 
._ M. NEY COMPANY, THE, BLOOMFIELD, CT: 
1,811,815, CANC. INT. CL. 5. 
. M. SCHNEIDER INC.: 
690,636, CANC. U.S. CL. 46. 
. P. STEVENS & CO., INC., NEW YORK NY: 
128,064, CANC. U.S. CL. 42. 
_ R. CARLSON LABORATORIES, INC., ARLINGTON HEIGHTS, 
IL: 
1,604,336. REN. 1-8-01. INT. CL. 5. 
J. STEPHEN SCHERER, INC., ROCHESTER HILLS, MI: 
1,618,317. REN. 1-8-01. INT. CL. 3. 

J.A. SEXAUER, INC., NEW YORK, NY, J. A. SEXAUER MFG. 
CO., INC., NEW YORK, NY: 

533,533. REN. 1-9-01. U.S. CL. 23 (INT. CL. 8). 
J.D.S. COMPANY, INC., THE, COLUMBIA, SC: 
1,618,444. REN. 1-9-01. INT. CL. 7. 

J.E. WILSON ADVISORS, LLC, COLUMBIA, SC: 
2,430,089, PUB. 11-28-2000. INT. CL. 36. 

J.M. HUBER CORPORATION, BORGER, TX: 
1,573,391, CANC. INT. CL. 19. 
1,573,392, CANC. INT. CL. 19. 

J.M. SMUCKER COMPANY, THE, ORRVILLE, OH: 
2,430,420, INT. CL. 30. 

J.R. WOOD, INC., ATWATER, CA: 

2,429,927, PUB. 11-28-2000. INT. CL. 32. 
2,429,931, PUB. 11-28-2000. INT. CL. 32. 
JACKSON DAWSON COMMUNICATIONS, INC., DEARBORN, 
MI: 
2,430,093, PUB. 11-28-2000. INT. CL. 42. 
JACTOYS LIMITED, TSIMSHATSUI, KOWLOON, HONG KONG: 
1,813,043, CANC. INT. CL. 28. 
JALECO USA, INC., NORTHBROOK, IL: 
1,813,062, CANC. INT. CL. 28. 
JAMAR S.A., CH-2740 MOUTIER, SWITZERLAND: 
1,811,878, CANC. MULTIPLE CLASS, INT. CLS. 8, 10 AND 
21. 
JAMES DOBSON, INC., COLORADO SPRINGS, CO: 
2,429,201, PUB. 11-28-2000. INT. CL. 16. 
JAMES HARDIE IRRIGATION, INC., LAGUNA NIGUEL, CA: 
1,813,598, CANC. INT. CL. 11. 

JAMES INFORMATIONAL MEDIA, INC., DES PLAINES, IL, 
DANNHAUSEN, WILLIAM O., CHICAGO, IL, DBA BETTER 
ROADS: 

1,136,772. REN. 1-12-01. INT. CL. 16. 
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JANEMAN INTERNATIONAL, INC., SAN GABRIEL, CA: 
1,812,222, CANC. INT. CL. 25. 

JAPAN TOBACCO INC., TOKYO, JAPAN: 
1,572,306, CANC. INT. CL. 34. 

JAS FOODS, INC., OMAHA, NE: 
1,813,896, CANC. INT. CL. 29. 

JASCO PRODUCTS CO., INC., OKLAHOMA CITY, OK: 
1,812,817, CANC. INT. CL. 9. 

JAVA CENTRALE, INC., SACRAMENTO, CA: 
1,813,192, CANC. INT. CL. 42. 

JBI, INC., READVILLE, MA: 
1,812,217, CANC. INT. CL. 25. 
1,812,220, CANC. INT. CL. 25. 

JCAIR INCORPORATED, INDUSTRIAL AIRPORT, KS: 
1,593,442. REN. 1-8-01. INT. CL. 37. 

JCB & CO., LTD., CHIYODA-KU, TOKYO, JAPAN: 
1,151,914. REN. 1-12-01. INT. CL. 36. 

JCL MERCHANDISING CORP., TORRANCE, CA: 
2,429,587, PUB. 8-29-2000. INT. CL. 25. 

JEAN WALTERSCHEID GMBH, D-5204 LOHMAR, FED REP 


GERMANY TO GKN WALTERSCHEID GMBH, LOHMAR, FED 
REP GERMANY: 


1,853,476, CANC. INT. CL. 9. 
JEANNIE, INC., MILWAUKEE, WI: 
1,812,890, CANC. INT. CL. 16. 
JEBBAR, MS. ZEYTUNE, NEW YORK, NY, DBA ZETUN JEBOR: 
1,132,690. REN. 1-8-01. INT. CL. 16. 
JEFFREY ALLAN INDUSTRIES INC., EVANSTON ILL.: 
690,369, CANC. U.S. CL. 2. 
JEFFREY JAY BLATT, LOS ANGELES, CA: 
2,429,657, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS 
35 AND 42. 
JEFFREY RAY INTERNATIONAL, INC., NEW YORK, NY: 
1,814,592, CANC. INT. CL. 25. 
JEKYLL ISLAND - STATE PARK AUTHORITY, JEKYLL IS- 
LAND, GA: 
1,593,514. REN. 1-8-01. INT. CL. 41. 
JELD-WEN, INC., KLAMATH FALLS, OR: 
2,429,913, PUB. 11-28-2000. INT. CL. 16. 
JENESIS COMMUNICATIONS, LLC, WHEELING, IL: 
2,429,731, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
35, 38 AND 42. 
JENNINGS, RICHARD A., SANTA FE, NM: 
1,813,889, CANC. INT. CL. 29. 
JENSEN INDUSTRIES INC., NORTH HAVEN, CT: 
1,813,359, CANC. INT. CL. 5. 
JENSEN LEARNING CORPORATION, SAN DIEGO, CA: 
2,429,955, PUB. 11-28-2000. INT. CL. 41. 
JENSEN, THOMAS L., SAN DIEGO, CA: 
2,430,389, INT. CL. 42. 
JET SET PETS, LLC, WASHINGTON, DC: 
2,429,547, PUB. 11-28-2000. INT. CL. 28. 
JET, INC., CLEVELAND, OH, JET AERATION COMPANY, 
CLEVELAND, OH: 
881,991. REN. 1-12-01. U.S. CL. 13 (INT. CL. 11). 
JEWELERS OF NEVADA, INC., THE, LAS VEGAS, NV: 
2,429,717, PUB. 11-28-2000. INT. CL. 35. 
JEWELMONT CORPORATION, GOLDEN VALLEY, MN: 
1,812,884, CANC. INT. CL. 14. 
JH COLLECTIBLES INC., MILWAUKEE, WI: 
1,814,347, CANC. INT. CL. 9. 
1,814,440, CANC. INT. CL. 18. 
1,814,441, CANC. INT. CL. 18. 
1,814,539, CANC. INT. CL. 42. 
1,814,541, CANC. INT. CL. 42. 
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JIM BEAM BRANDS CO., DEERFIELD, IL, WOLFSCHMIDT LIM- 
ITED, CHARLOTTE AMALIE, ST. THOMAS, US VIRGIN IS- 
LANDS: 


528,822. REN. 1-11-01. US. CL. 49 (INT. CL. 33). 
JIM BEAM BRANDS CO., DEERFIELD, IL: 
1,814,517, CANC. INT. CL. 33. 
JIM JOHNSON PHOTOGRAPHY, WASHINGTON, DC: 
2,429,858, PUB. 11-28-2000. INT. CL. 16. 
JO. NICOLAI & CO., SINT-TRUIDEN (DURAS), BELGIUM: 
1,572,247, CANC. INT. CL. 31. 
JOANNE WILSON’S GERONTOLOGICAL NURSING VENTURES, 
P.A., LAUREL, MD: 
2,429,718, PUB. 11-28-2000. INT. CL. 35. 
JOCKEY INTERNATIONAL, INC., KENOSHA, WI: 
1,812,214, CANC. INT. CL. 25. 
JOE BOXER CORPORATION, SAN FRANCISCO, CA: 
1,814,295, CANC. MULTIPLE CLASS, INT. CLS. 21 AND 
24. 
JOEL AND JUDY KNAPP CORPORATION, LOS ANGELES, CA: 
1,628,405. REN. 1-6-01. INT. CL. 25. 
JOHN ABATE INTERNATIONAL, INC., SCOTTSDALE, AZ: 
2,429,897, PUB. 11-28-2000. INT. CL. 3. 
JOHN B. STETSON, COMPANY, MT. KISCO, NY: 
2,430,112, PUB. 11-28-2000. INT. CL. 25. 
2,430,113, PUB. 11-28-2000. INT. CL. 25. 
JOHN HENRY COMPANY, THE, LANSING, MI: 
1,596,316. REN. 1-10-01. INT. CL. 16. 
JOHN SIBBALD ASSOCIATES, INC., ST. LOUIS, MO: 
2,429,755, PUB. 11-28-2000. INT. CL. 16. 
JOHN T’S PIPES & FINE TOBACCOS, SANTA BARBARA, CA: 
1,135,873. REN. 1-11-01. INT. CL. 34. 
JOHNSON & JOHNSON, NEW BRUNSWICK, NJ: 
1,133,570. REN. 1-10-01. INT. CL. 10. 
JOHNSON INDUSTRIES, INC., ELGIN, IL: 
2,430,153, INT. CL. 20. 
JOHNSON, BILL R., GRANITE FALLS, NC: 
2,430,374, INT. CL. 41. 
JOHNSON, CHRIS H., DOTHAN, AL: 
1,814,588, CANC. INT. CL. 16. 
JOINT PUBLICATION BOARD OF ZYGON, CHICAGO, IL: 
1,813,634, CANC. INT. CL. 16. 
JON-LIN, INC., COLTON, CA: 
2,429,845, PUB. 11-28-2000. INT. CL. 29. 
JONATHAN STONE, LTD., NEW YORK, NY: 
2,430,026, PUB. 11-28-2000. INT. CL. 25. 
JONES, WILLIAMS & WALKER CORP., COMMERCE, CA: 
1,813,812, CANC. INT. CL. 25. 
JONHIG LIMITED: See— 
MONDEX INTERNATIONAL LIMITED. 
JOS. SCHLITZ BREWING COMPANY: 
690,652, CANC. US. CL. 48. 
JOULY FASHION, INC., BROOKLYN, NY: 
2,429,592, PUB. 11-28-2000. INT. CL. 25. 
JP FOODSERVICE, HANOVER, MD: 
1,814,564, CANC. INT. CL. 42. 
JPASS USA INC, WEST CHESTER, PA: 
1,812,566, CANC. INT. CL. 42. 
JPASS USA INC., WEST CHESTER, PA: 
1,811,995, CANC. INT. CL. 9. 
1,812,565, CANC. INT. CL. 42. 
JRC INTERNATIONAL INC., FT. WORTH, TX: 
1,572,988, CANC. INT. CL. 9. 
JRT ENTEPRISES, INC., APPLE VALLEY, CA: 
1,571,575, CANC. INT. CL. 7. 
JUDEVINE CENTER FOR AUTISM, ST LOUIS, MO, JUDEVINE 
CENTER FOR AUTISTIC CHILDREN, THE, ST. LOUIS, MO: 
1,573,903. REN. 1-11-01. INT. CL. 41. 
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JUDICIAL RESOLUTIONS INC., DENVER, CO: 
1,814,204, CANC. INT. CL. 42. 
JUICE BOWL PRODUCTS, INC., LAKELAND, FL: 
1,814,515, CANC. INT. CL. 32. 
JULIETTE GIRLS, LAS VEGAS, NV: 
1,128,028, CANC. INT. CL. 42. 
JULYE NEWLIN PRODUCTIONS, INC., HOUSTON, TX: 
2,429,705, PUB. 11-28-2000. INT. CL. 41. 
JUNK POETS, INCORPORATED, GRAND PRAIRIE, TX: 
1,813,508, CANC. INT. CL. 9 
JUST DESSERTS, INC., SAN FRANCISCO, CA: 
1,134,312. REN. 1-10-01. INT. CL. 42. 
JWGENESIS FINANCIAL CORP., BOCA RATON, FL: 
2,430,270, INT. CL. 36. 
J4K INNOVATIONS, INC., SAN DIEGO, CA: 
1,813,867, CANC. INT. CL. 28. 
K & K MERCHANDISE GROUP, INC., LONG ISLAND CITY, 
NY: 
1,814,194, CANC. INT. CL. 42. 
K.W.V. (EIENDOMS) BEPERK, PAARL, SOUTH AFRICA: 
2,429,113, PUB. 11-28-2000. INT. CL. 33. 
K&C CREATIVE, INC., BOULDER, CO: 
2,430,114, PUB. 11-28-2000. INT. CL. 42. 
K&D MANAGEMENT, LLC, MEMPHIS, TN: 
2,430,063, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
3 AND 42. 
K-SWISS INC., WESTLAKE VILLAGE, CA, K-SWISS INC., 
PACOIMA, CA: 
1,594,360. REN. 1-9-01. INT. CL. 25. 
K-TEL INTERNATIONAL, INC., PLYMOUTH, MN: 
1,811,874, CANC. INT. CL. 7. 
KABUSHIKI KAISHA AFTI, SHINAGAWA-KU, TOKYO, JAPAN, 
DBA ADVANCED FILM TECHNOLOGY, INC.: 
1,814,339, CANC. INT. CL. 7. 
KABUSHIKI KAISHA ASAHI OPTICAL, FUKUI-CITY, FUKUI 
PREFECTURE, JAPAN, DBA ASAHI OPTICAL CO., LTD.: 
1,571,595, CANC. INT. CL. 9. 
KABUSHIKI KAISHA HATTORI SEIKO, TOKYO, JAPAN, TA 
HATTORI SEIKO CO., LTD.: 
1,812,879, CANC. INT. CL. 14. 
KABUSHIKI KAISHA KOMATSU SEISAKUSHO, TOKYO, 
JAPAN: 
1,811,842, CANC. MULTIPLE CLASS, INT. CLS. 7 AND 12. 
KABUSHIKI KAISHA ONWARD KASHIYAMA, CHUO-KU, 
TOKYO, JAPAN, TA ONWARD KASHIYAMA CO., LTD.: 
1,814,283, CANC. MULTIPLE CLASS, INT. CLS. 36, 37, 39, 
41 AND 42. 
KABUSHIKI KAISHA RIKEN, CHIYODA-KU, TOKYO, JAPAN: 
1,812,596, CANC. MULTIPLE CLASS, INT. CLS. 6 AND 11. 
KABUSHIKI KAISHA YASKAWA DENKI, KITAKYUSHU-SHI, 
FUKUOKA, JAPAN: 
1,594,957. REN. 1-9-01. INT. CL. 9. 
KAFKO INTERNATIONAL, LTD., SKOKIE, IL: 
2,429,706, PUB. 11-28-2000. INT. CL. 3. 
KAISER ALUMINUM & CHEMICAL CORPORATION, OAK- 
LAND CA.: 
690,074, CANC. U.S. CL. 12. 
KAL KAN FOODS, INC., VERNON, CA: 
2,430,331, INT. CL. 31. 
KALAHARI DISTILLERS LIMITED, STELLENBOSCH, SOUTH 
AFRICA: 
2,429,068, PUB. 11-28-2000. INT. CL. 33. 
KAMAN MUSIC CORPORATION, BLOOMFIELD, CT, OVATION 
INSTRUMENTS, INC., NEW HARTFORD, CT: 
1,138,359. REN. 1-10-01. INT. CL. 15. 
KANEDA KIKAI SEISAKUSHO, LTD., TOYONAKA CITY, 
OSAKA PREF., JAPAN: 
2,429,483, PUB. 4-11-2000. INT. CL. 7. 
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KANGARU ENTERPRISES, LLC, SOLVANG, CA, DBA RUSACK 
VINEYARDS: 


2,429,739, PUB. 11-28-2000. INT. CL. 33. 
KANSAS CREATIVE DEVICES, INC., LEAWOOD, KS: 
1,814,392, CANC. INT. CL. 10. 
KANZAKI PAPER MANUFACTURING CO., LTD., CHUO-KU, 
TOKYO, JAPAN: 
1,814,430, CANC. INT. CL. 16. 
KAPAK CORPORATION, ST. LOUIS PARK, MN: 
2,429,783, PUB. 11-28-2000. INT. CL. 16. 
KAR KAR CLASSIC CARS, LTD., SALINAS, CA: 
1,813,750, CANC. INT. CL. 20. 
KARASEK, CAROLYN, WATERLOO, IL: 
2,429,631, PUB. 11-28-2000. INT. CL. 16. 
KARHU HOCKEY FINLAND OY, 30101 FORSSA, FINLAND: 
1,813,872, CANC. INT. CL. 28. 
KARINIEMI, STEPHEN D., BUFFALO, MN: 
1,814,447, CANC. INT. CL. 19. 
KAS INC. T/A CHESAPEAKE BAY TRADERS GOLDEN EAGLE 
DRIVE, IRVINGTON, VA: 
1,573,491, CANC. INT. CL. 25. 
KASER, JOANNA, HUNTINGTON, NY: 
2,429,997, PUB. 11-28-2000. INT. CL. 42. 
KASTRUP OG HOLMEGAARDS GLASVAERKER 
NAESTVED DENMARK: 
690,239, CANC. U.S. CL. 33. 
KATSOURIS BROTHERS LIMITED, LONDON, N5 1PQ, UNITED 
KINGDOM: 
1,812,279, CANC. MULTIPLE CLASS, INT. CLS. 29, 30, 31 
AND 32. 
KAUFMAN AND BROAD HOME SYSTEMS, INC., LOS ANGE- 
LES, CA: 
1,127,868, CANC. INT. CL. 12. 
KAY CHEMICAL COMPANY, GREENSBORO, NC: 
2,430,091, PUB. 11-28-2000. INT. CL. 3. 
KAYNEE COMPANY, THE, GREENVILLE, SC: 
1,128,345, CANC. INT. CL. 25. 
KAYSERSBERG, S.A., 68240 KAYSERSBERG, FRANCE: 
1,812,184, CANC. INT. CL. 21. 
KEEHN ON EUROPE, INC., BOCA RATON, FL: 
1,813,522, CANC. INT. CL. 9. 
KEEHN SCENES, INC., SANTA ROSA, CA: 
2,429,920, PUB. 11-28-2000. INT. CL. 42. 
KEGEL COMPANY, INC., THE, SEBRING, FL: 
2,429,479, PUB. 11-28-2000. INT. CL. 7. 
KEITH CLARK, INC., SIDNEY, NY: 
1,128,278, CANC. INT. CL. 16. 
KELLER WILLIAMS REALTY, INC., AUSTIN, TX: 
2,429,532, PUB. 11-28-2000. INT. CL. 9. 
KELLEY, JEAN, TULSA, OK: 
2,430,044, PUB. 11-28-2000. INT. CL. 42. 
KELLY FOODS, INC., JACKSON, TN: 
1,136,340. REN. 1-8-O0l. MULTIPLE CLASS, INT. CLS. 29 
AND 30. 
KELLY PROPERTIES, INC., TROY, MI: 
2,430,064, PUB. 11-28-2000. INT. CL. 35. 
2,430,065, PUB. 11-28-2000. INT. CL. 35. 
KELMAN, CHARLES D., M.D., NEW YORK, NY: 
1,600,624. REN. 1-12-01. INT. CL. 10. 
KEN BUHLER AUCTIONEERS, INC., BATON ROUGE, LA: 
2,429,719, PUB. 11-28-2000. INT. CL. 35. 
KENDALL COMPANY, THE, MANSFIELD, MA: 
1,812,831, CANC. INT. CL. 10. 
KENNAMETAL INC., LATROBE, PA: 
885,416. REN. 1-12-01. U.S. CL. 23 (INT. CL. 7). 
KENQUEST COLLECTION, LLC, BEVERLY HILLS, CA: 
2,429,424, PUB. 11-28-2000. INT. CL. 35. 
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KENWOOD MARKS LIMITED, HAMPSHIRE P09 2NH, ENG- 
LAND: 


1,573,177, CANC. INT. CL. 11. 
KERRY INC., BELOIT, WI: 
2,430,445, MULTIPLE CLASS, INT. CLS. 3 AND 30. 
KETCHAM, JONATHAN, M., LINCOLN, NE: 
2,430,121, PUB. 11-28-2000. INT. CL. 35. 
KETTER CANOEING, INC., BROOKLYN PARK, MN: 
2,429,426, PUB. 11-28-2000. INT. CL. 35. 
2,429,427, PUB. 11-28-2000. INT. CL. 35. 
KEY WEST FRAGRANCE & COSMETIC FACTORY, INC., KEY 
WEST, FL: 
1,135,424. REN. 1-10-01. INT. CL. 3. 
KEYFILE CORPORATION, NASHUA, NH: 
2,429,333, PUB. 11-28-2000. INT. CL. 9. 
KIDS PACKAGING AND MERCHANDISING NETWORK LLC, 
LOUISVILLE, KY: 
2,370,945, COR. INT. CL. 35 
KIENTZ & COMPANY, COLUMBUS, OH: 
1,127,972, CANC. INT. CL. 36. 
KILE, CHARLES R., RALEIGH, NC: 
1,814,001, CANC. INT. CL. 35. 
KIM LAN FOODS CO., LTD., DAR SI, TAOYUAN CITY, TAI- 
WAN: 
1,620,166. REN. 1-12-01. INT. CL. 29. 
KIMBERLY-CLARK CORPORATION, NEENAH, WI: 
690,612, CANC. U.S. CL. 44. 
1,128,257, CANC. INT. CL. 16. 
KING MILLING COMPANY, LOWELL, MI: 
1,621,469. REN. 1-9-01. INT. CL. 30. 
KINGSBRIDGE INTERNATIONAL, INC., CHATSWORTH, CA: 
1,603,450. REN. 1-12-01. INT. CL. 8. 
KINGSDOWN, INC., MEBANE, NC: 
1,599,637. REN. 1-8-01. INT. CL. 20. 
1,600,891. REN. 1-6-01. INT. CL. 20. 
KINNEY SHOE CORPORATION, NEW YORK, NY: 
1,813,001, CANC. INT. CL. 25. 
1,813,707, CANC. INT. CL. 16. 
KIRKLAND ASSOCIATES, INC., HOPEDALE, MA: 
1,812,273, CANC. INT. CL. 28. 
KISSINGER, INC., BERRIEN SPRINGS, MI: 
2,429,138, PUB. 11-28-2000. INT. CL. 35. 
KITAI INTERNATIONAL B.V., AMSTERDAM, NETHERLANDS: 
2,429,245, PUB. 11-28-2000. INT. CL. 24. 
KITAN TEXTILE INDUSTRIES, LTD., TEL AVIV, 
KITAN, INC., NEW YORK, NY: 
1,597,497. REN. 1-11-01. INT. CL. 24. 
KIWI BRANDS, INC., DOUGLASSVILLE, PA: 
1,814,334, CANC. INT. CL. 5. 
KLEERDEX COMPANY, MOUNT LAUREL, NJ: 
1,639,747. REN. 1-10-01. INT. CL. 17. 
KLEIDS ENTERPRISES, INC., CLEARWATER, FL: 
2,429,298, PUB. 11-28-2000. INT. CL. 25. 
KLEVER MARKETING, INC., SALT LAKE CITY, UT: 
2,430,382, INT. CL. 35. 
KLINE COMPANIES, INC. THE, CLEVELAND, OH, BOBBIE 
BROOKS, INCORPORATED, CLEVELAND, OH: 
690,595. REN. 1-11-01. U.S. CL. 39 (INT. CL. 25). 


KLOCKNER STAHL GMBH, 4100 DUISBURG 1, FED REP GER- 
MANY: 


1,811,832, CANC. INT. CL. 6. 

KMART PROPERTIES, INC., TROY, MI: 
1,812,718, CANC. INT. CL. 8. 

KNIGHTS OF COLUMBUS, NEW HAVEN, CT: 
1,596,950. REN. 1-6-01. U.S. CL. 200. 

KNOT ANYMORE LLC, HOUSTON, TX: 
2,430,087, PUB. 11-28-2000. INT. CL. 42. 
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KNOWYOURSTUFF.COM LLC, MORRISTOWN, NJ FROM NASH 

NEW MEDIA LLC, SOUTH BURLINGTON, VT: 
2,429,320, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
35, 38, 41 AND 42. 
KNOX, MICHAEL A., CARLSBAD, CA: 
1,814,370, CANC. INT. CL. 9. 

KNUD SIMONSEN INDUSTRIES LIMITED, REXDALE, ON- 

TARIO M9W 5N6, CANADA: 
1,830,151, CANC. MULTIPLE CLASS, INT. CLS. 7, 9 AND 
37. 
KOBACKER COMPANY, THE, COLUMBUS, OH: 
1,813,831, CANC. INT. CL. 25. 
KOBI KATZ INC, LOS ANGELES, CA, DBA BAGUETTE 
WORLD: 
1,908,378, CANC. INT. CL. 14. 
KODA FARMS, INC., SOUTH DOS PALOS, CA: 
1,126,433. REN. 1-12-01. INT. CL. 30. 
KOEHLER PHARMACEUTICALS INCORPORATED, NEW YORK, 
NY: 
1,601,811. REN. 1-12-01. INT. CL. 5. 
KOH-I-NOOR RAPIDOGRAPH, INC., BLOOMSBURY, NJ: 
1,127,879, CANC. INT. CL. 16. 
KOJO INC., BELLINGHAM, WA, KOJO FOODS 
NATIONAL LTD., VANCOUVER, B.C., CANADA: 
1,601,606. REN. 1-8-01. INT. CL. 42. 
KONAMI CO., LTD., TOKYO, JAPAN: 
1,572,153, CANC. INT. CL. 28. 

KONE INC., MOLINE, IL FROM MONTGOMERY KONE INC., 
MOLINE, IL: 

2,430,377, INT. CL. 9. 

KONINKLIJKE DE KUYPER B.V., ALSO TRADING AS DE 
KUYPER ROYAL DISTILLERS, AB SCHIEDAM, NETHER- 
LANDS, JIM BEAM BRANDS CO., DEERFIELD, IL, DBA 
MUNSON SHAW: 

1,601,281. REN. 1-11-01. INT. CL. 33. 

KONINKLIJKE PHILIPS ELECTRONICS N.V., EINDHOVEN, 
NETHERLANDS, N.V. PHILIPS’ GLOEILAMPENFABRIEKEN, 
EINDHOVEN, NETHERLANDS: 


887,175. REN. 1-8-01. U.S. CL. 36 (INT. CL. 9). 
KONINKLUKE PHILIPS ELECTRONICS N.V., 
NETHERLANDS: 
2,429,341, PUB. 11-28-2000. INT. CL. 42. 
KONTES ASSET MANAGEMENT INC., WILMINGTON, DE, 
KONTES GLASS COMPANY, VINELAND, NJ: 
1,582,337. REN. 1-9-01. INT. CL. 9. 
KONTRON INSTRUMENTS, EVERETT, MA: 
1,812,826, CANC. INT. CL. 10 
KORLOFF S.A., LYON, FRANCE: 
1,596,305. REN. 1-9-01. INT. CL. 14. 
KOTONI TRADING INC., ALHAMBRA, CA: 
1,812,223, CANC. INT. CL. 25. 
KRAEMER, JANET, SANTA ANA, CA: 
1,812,270, CANC. INT. CL. 28. 
KRAFT FOODS HOLDINGS, INC., NORTHFIELD, IL, GENERAL 
FOODS CORPORATION, WHITE PLAINS, NY: 
1,575,358. REN. 1-6-01. INT. CL. 30. 
KRAFT FOODS HOLDINGS, INC., NORTHFIELD, IL: 
2,429,694, PUB. 11-28-2000. INT. CL. 32. 
KRAFT FOODSERVICE HOLDING CORPORATION, GLENVIEW, 
IL: 
1,813,181, CANC. INT. CL. 42. 
1,814,544, CANC. INT. CL. 42. 
KRAFT GENERAL FOODS, INC., NORTHFIELD, IL: 
1,812,902, CANC. INT. CL. 16. 
1,813,105, CANC. INT. CL. 32. 
1,813,106, CANC. INT. CL. 32. 
KRAFT GENERAL FOODS, INC., GLENVIEW, IL: 
1,814,428, CANC. INT. CL. 16. 
1,814,502, CANC. INT. CL. 29. 
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KRAUSE PLOW CORPORATION, INC., HUTCHINSON, KS: 
1,641,906. REN. 1-12-01. MULTIPLE CLASS, INT. CLS. 7 
AND 12. 
KRUCKEBERG, FREDERICK L., AMARILLO, TX: 
2,430,572, INT. CL. 35. 
KSL HOTEL CORPORATION, LA QUINTA, CA: 
2,430,103, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
41 AND 42. 
KT INDUSTRIES LTD., WINNIPEG, MANITOBA, CANADA: 
1,631,612. REN. 1-6-01. INT. CL. 17. 
2,429,156, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
6, 16, 17, 24 AND 35. 
KUDOS FINDER TRADING CO., LTD., TAIPEI, TAIWAN: 
1,813,658, CANC. INT. CL. 16. 
KUMON INSTITUTE OF EDUCATION CO., LTD., YODOGAWA- 
KU, OSAKA, JAPAN: 
1,625,265. REN. 1-11-01. INT. CL. 41. 
KUN NAN ENTERPRISE LTD., LEE LIN VILLAGE, TAN TZU, 
TAICHUNG HSIEN, TAIWAN: 
1,731,305, CANC. INT. CL. 28. 
KUPPERS, PETER, 48599 GRONAU, FED REP GERMANY: 
2,429,236, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
9, 15 AND 25. 
KUYKENDALL, CINDY W., PLANO, TX: 
1,812,442, CANC. INT. CL. 41. 
KVERNELAND A/S, KVERNALAND, NORWAY: 
1,596,081. REN. 1-6-01. INT. CL. 7. 
KWEON, IL YEON, WHITESTONE, NY: 
2,429,947, PUB. 11-28-2000. INT. CL. 35. 
KWIATKOWSKI, JOSEPH M., JR., ARLINGTON, VA: 
2,429,733, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
35 AND 42. 
KWIDZINSKI, BOGDAN, MILWAUKEE, WI, DBA EURO-SCI- 
ENTIFIC COMPANY: 
2,429,740, PUB. 11-28-2000. INT. CL. 9. 
L. L. BEAN, INC., FREEPORT, ME: 
1,135,190. REN. 1-6-01. INT. CL. 25. 
L. PERRIGO COMPANY, ALLEGAN, MI: 
2,429,905, PUB. 11-28-2000. INT. CL. 5. 
L.A. GEAR, INC., LOS ANGELES, CA: 
1,812,986, CANC. INT. CL. 25. 
L.A.S. REPLACEMENT PARTS, INC., BRONX, NY: 
1,614,434. REN. 1-11-01. INT. CL. 42. 
L.E.K. CONSULTING, LONDON, UNITED KINGDOM, LEK 
PARTNERSHIP, THE, LONDON, GREAT BRITAIN: 
1,614,170. REN. 1-10-01. INT. CL. 35. 
L.S.B. LEAKEY FOUNDATION, SAN FRANCISCO, CA: 
1,598,605. REN. 1-11-01. INT. CL. 18. 
L&P PROPERTY MANAGEMENT COMPANY, SOUTH GATE, 
CA: 
2,429,252, PUB. 11-28-2000. INT. CL. 27. 
L/M ANIMAL FARMS, INC., PLEASANT PLAIN, OH: 
1,813,757, CANC. INT. CL. 20. 
L’ANZA RESEARCH INTERNATIONAL, INC., AZUSA, CA: 
2,429,978, PUB. 11-28-2000. INT. CL. 3. 
L’OREAL, PARIS CEDEX, FRANCE: 
1,813,328, CANC. INT. CL. 3. 
L’OREAL, 75008 PARIS, FRANCE: 
2,430,503, INT. CL. 3. 
LA PORTE, ANGELYN, ANAHEIM, CA, DBA GPT PARTNERS, 
LTD.: 
1,813,300, CANC. INT. CL. 3. 
LA TAPATIA TORTILLERIA, INC., FRENSO, CA: 
2,429,824, PUB. 11-28-2000. INT. CL. 30. 
LABATT BREWING COMPANY LIMITED, TORONTO, ON- 
TARIO, CANADA: 
2,429,734, PUB. 11-28-2000. INT. CL. 32. 
LABE, JACOB III, ELKINS PARK, PA: 
1,571,851, CANC. INT. CL. 16. 
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LABORATOIRE GARNIER & CIE, 75008 PARIS, FRANCE: 
2,430,355, INT. CL. 3. 

LABORATOIRE THERAMEX, 98000 MONACO, MONACO: 
1,811,805, CANC. INT. CL. 5. 

LABORATOIRES D’ETUDES ET DE RECHERCHES EN OLIGO- 
ELEMENTS THERAPIE, 92150 SURESNES, FRANCE: 

1,813,355, CANC. INT. CL. 5. 

LABORATOIRES DE BIOLOGIE MARINE DANIEL JOUVANCE 

S.A., 56340 CARNAC, FRANCE: 
1,813,303, CANC. INT. CL. 3. 

LABORATORY INSTITUTE OF MERCHANDISING, NEW YORK, 
NY: 

2,429,561, PUB. 11-28-2000. INT. CL. 41. 

LABWORKS INC., COSTA MESA, CA: 

2,430,001, PUB. 11-28-2000. INT. CL. 9. 
LAEPPLE, RAINER, D-82041 OBERHACHING, FED REP GER- 
MANY: 
2,430,443, INT. CL. 9. 
LAHAYE LABORATORIES, INC., REDMOND, WA: 
2,429,309, PUB. 9-12-2000. INT. CL. 5. 
LAKELAND-VET, INC., EDEN PRAIRIE, MN: 
1,571,556, CANC. INT. CL. 5. 

LAKEVIEW COMPANY, BOULDER CITY, NV, HACIENDA OP- 

ERATING LIMITED PARTNERSHIP, LAS VEGAS, NV: 
1,606,800. REN. 1-12-01. MULTIPLE CLASS, INT. CLS. 41 
AND 42. 

LAKOTA, MATHEW M., 
REALTYFONE: 

1,812,402, CANC. INT. CL. 36. 

LAMINATORS INCORPORATED, HATFIELD, PA: 

1,607,145. REN. 1-10-01. INT. CL. 6. 
1,607,146. REN. 1-8-01. INT. CL. 6. 
LAMSON CORPORATION, SYRACUSE, NY: 
1,812,432, CANC. INT. CL. 40. 
LAN, TSAI WANG, TAICHUNG 40602, TAIWAN: 
1,813,909, CANC. INT. CL. 30. 
LANCOME PARFUMS ET BEAUTE & CIE, 
FRANCE: 
1,813,215, CANC. INT. CL. 3. 
1,813,310, CANC. INT. CL. 3. 
2,429,529, PUB. 11-28-2000. INT. CL. 3. 
LAND O’FROST, LANSING, IL, DBA EXPRESSLY YOURS: 
1,813,079, CANC. INT. CL. 29. 

LAND-O-SUN DAIRIES, INC., JOHNSON CITY, TN: 

1,813,673, CANC. MULTIPLE CLASS, INT. CLS. 16, 30 AND 
42. 

LANDAMERICA FINANCIAL GROUP, INC., RICHMOND, VA, 
COMMONWEALTH RELOCATION SERVICES, INC., PHILA- 
DELPHIA, PA: 

1,615,215. REN. 1-6-01. INT. CL. 42. 

LANDIS GROUP, WEST PALM BEACH, FL: 

2,430,305, INT. CL. 35. 

LANE BRYANT, INC., REYNOLDSBURG, OH, LIMITED 

STORES, INC., THE, COLUMBUS, OH: 
1,566,672. REN. 1-9-01. MULTIPLE CLASS, INT. CLS. 3 
AND 25. 
LANVIN, JEAN YVES, 75116 PARIS, FRANCE: 
2,429,552, PUB. 11-28-2000. INT. CL. 42. 
LANZ, INC., CULVER CITY, CA: 
1,812,997, CANC. INT. CL. 25. 
LANZA, INC., FAIRLAWN NJ: 
690,377, CANC. U.S. CL. 6. 
LARSEN SUPPLY COMPANY, INC., SANTA FE SPRINGS, CA, 
DBA LASCO: 
1,617,317. REN. 1-9-01. INT. CL. 6. 
LARSEN-LE COGNAC DES VIKINGS, 16100 COGNAC, FRANCE: 
2,429,184, PUB. 11-28-2000. INT. CL. 33. 
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LASER OPTIONS, INC., NEWTOWN, CT, TODD, COLLEEN M., 
NEWTON, CT, DBA LASER OPTIONS: 
1,593,438. REN. 1-8-01. INT. CL. 37. 
LASERACCESS CORPORATION, BOTHELL, WA: 
1,811,934, CANC. INT. CL. 9. 
LASERMASTER CORPORATION, EDEN PRAIRIE, MN: 
1,813,575, CANC. INT. CL. 9. 
LASERSIGHT TECHNOLOGIES, INC., WINTER PARK, FL: 
2,429,255, PUB. 11-28-2000. INT. CL. 10. 
LATTICE, INC., LOMBARD, IL: 
1,571,716, CANC. INT. CL. 9. 
LAURENT A. SFEIR, INGLEWOOD, CA, DBA LAURENT AN- 
THONY AND DBA LAURENT ANTHONY PUBLISHING: 
1,813,467, CANC. INT. CL. 9. 
LAUX COMMUNICATIONS, INC., STERLING, VA: 
1,813,454, CANC. INT. CL. 9. 
LAVALLEE & IDE, INC., CHICOPEE, MA: 
703,206. REN. 1-12-01. U.S. CL. 23 (INT. CL. 8). 
LAVERNE INTERNATIONAL, LTD., GREENVILLE, SC: 
690,605, CANC. U.S. CL. 42. 
LAW CONCEALMENT SYSTEMS, INC., WILMINGTON, NC: 
1,813,620, CANC. INT. CL. 13. 
LAW, LAWRENCE, AMARILLO, TX: 
1,814,247, CANC. INT. CL. 42. 
LAWRENCE, TOM: See— 
MCCOY, KEITH D.. 
LAZARE KAPLAN INTERNATIONAL INC., NEW YORK, NY: 
1,812,887, CANC. INT. CL. 14. 
LE BIARRITZ RESTAURANT, INC., NEWPORT BEACH, CA: 
1,128,065, CANC. INT. CL. 42. 
LE MIRADOR S.A., 1801 MONT PELERIN, SWITZERLAND: 
1,128,079, CANC. U.S. CL. 200. 
LE PETIT-FILS DE L.U. CHOPARD & CIE SA, MEYRIN, SWIT- 


ZERLAND TO CHOPARD INTERNATIONAL S.A., FRIBOURG, 
SWITZERLAND: 


1,596,057, CANC. INT. CL. 6. 

LEADER FAN INDUSTRIES LIMITED, ETOBICOKE, ONTARIO, 
CANADA: 

2,429,165, PUB. 11-28-2000. INT. CL. 11. 

LEADING AUTHORITIES, INC., WASHINGTON, DC: 

2,430,272, INT. CL. 41. 
LEAPHART, MARK C., GREENVILLE, SC: 
2,429,629, PUB. 11-28-2000. INT. CL. 21. 
LEAPS & BOUNDS, INC., OAK BROOK, IL: 
1,813,159, CANC. INT. CL. 41. 
LEARNED-MAHN, INC., BOISE, ID: 
1,573,064, CANC. INT. CL. 9. 
LECHLER LABORATORIES, INC., NEW YORK, NY: 
1,128,125, CANC. INT. CL. 3. 
LEE CHI ENTERPRISE COMPANY, LTD., TAIWAN, CHINA: 
1,598,468. REN. 1-9-01. INT. CL. 12. 
1,602,145. REN. 1-8-01. INT. CL. 12. 
LEGAMED, INC., RALEIGH, NC: 
2,429,374, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
9, 16 AND 42. 
LEIGH SILVERMAN AND BILL PRESTIA, BELLMORE, NY: 
1,813,163, CANC. INT. CL. 41. 
LEINER HEALTH SERVICES CORP., CARSON, CA TO LEINER 
HEALTH PRODUCTS INC., CARSON, CA: 
2,402,854, COR. INT. CL. 42. 
LEISURE SHOES CO. INC., SOUTH EL MONTE, CA: 
1,813,814, CANC. INT. CL. 25. 

LEM HOLDING S.A., 1228 PLAN-LES-OUATES, SWITZERLAND, 
LIAISONS ELECTRONIQUES-MECANIQUES LEM S.A., 1228 
PLAN-LES-OUATES, SWITZERLAND: 

1,613,581. REN. 1-12-01. INT. CL. 9. 

LEMUEL R. LANCE, INC., PHILADELPHIA, PA: 

690,520, CANC. U.S. CL. 23. 
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LENDER'S SERVICE, INC., CORAOPOLIS, PA FROM MERRILL 

LYNCH & CO., INC., NEW YORK, NY: 
2,429,091, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
35 AND 36. 
LENNOX MANUFACTURING INC., RICHARDSON, TX: 
2,430,398, INT. CL. 9. 

LEON, STEVEN J., CULVER CITY, CA, DBA TECHNOPOLIS 
COMMUNICATIONS: 

1,573,987, CANC. INT. CL. 42. 

LEONHART, DAVID R., ONTARIO, CA AND HOOPER, 
MARLOW, ONTARIO, CA TO LEONHART, DAVID R., ON- 
TARIO, CA AND HOOPER, MARLOW, ONTARIO, CA: 

2,299,556, COR. INT. CL. 36. 
LEPREVOST CORPORATION, THE, MALIBU, CA: 
1,812,226, CANC. INT. CL. 25. 

LERNCO, INC., WILMINGTON, DE, ASSOCIATED LERNER 

SHOPS OF AMERICA, INC., NEW YORK, NY: 
1,133,390. REN. 1-8-01. INT. CL. 42. 

LES PROMOTIONS ATLANTIQUES, INC/ATLANTIC PRO- 
MOTIONS INC., LONGUEUIL (QUEBEC), CANADA, 
ATLANTECH INC., LONGUEUIL, QUEBEC, CANADA: 

1,622,668. REN. 1-11-01. INT. CL. 27. 

LES SCHWAB WAREHOUSE CENTER, INC., PRINEVILLE, OR: 
2,429,887, PUB. 11-28-2000. INT. CL. 35. 

LESSONMALL.COM, LOS ANGELES, CA: 
2,430,577, INT. CL. 41. 

LEVEL 3 COMMUNICATIONS, INC., LOUISVILLE, CO: 
2,430,425, INT. CL. 38. 

LEVINE, JEFFREY R, MOUNT KISCO, NY, DBA MESMERIZED: 
2,429,904, PUB. 11-28-2000. INT. CL. 35. 

LEWIS BRODSKY, M.D., TALLAHASSEE, FL: 
1,812,458, CANC. INT. CL. 41. 

LEWIS GALOOB TOYS, INC., SOUTH SAN FRANCISCO, CA: 
1,812,268, CANC. INT. CL. 28. 

LEYKAM-MURZTALER PAPIER UND ZELLSTOFF AG, A-8101 

GRATKORN (STYRIA), AUSTRIA: 

1,812,077, CANC. INT. CL. 16. 

LFI INCORPORATED, NORTH CALDWELL, NJ: 
1,640,638. REN. 1-10-01. INT. CL. 29. 

LFP, INC., BEVERLY HILLS, CA: 
1,618,727. REN. 1-12-01. INT. CL. 16. 

LI & FUNG (TRADING)) LTD., KOWLOON, HONG KONG: 
1,813,011, CANC. INT. CL. 28. 

LIBERTY PUBLIC LIMITED COMPANY, LONDON, ENGLAND: 
1,580,218. REN. 1-8-O1. INT. CL. 27. 

LIBERTY TRAVEL, INC., RAMSEY, NJ: 
1,814,087, CANC. INT. CL. 39. 

LICO BRANDS, INC., STOCKTON, CA: 

1,573,637, CANC. MULTIPLE CLASS, INT. CLS. 29 AND 
30. 

LICO BRANDS, INC., STOCKTON, CA, DBA STANISLAUS 

FOOD PRODUCTS: 
1,872,660, CANC. MULTIPLE CLASS, INT. CLS. 29 AND 
30. 
LIEBEL-FLARSHEIM COMPANY, ST LOUIS, MO: 
1,608,131. REN. 1-11-01. INT. CL. 10. 
LIEBHARDT MILLS, INC., MIDDLETOWN, IN TO WESTPOINT 
STEVENS INC I, LAS VEGAS, NV: 

1,883,614, CANC. INT. CL. 22. 

LIFE CRISIS SERVICES, INC., ST. LOUIS, MO: 
2,430,525, INT. CL. 42. 

LIFE IN THE FAST LANE, INC., SEATTLE, WA: 
1,813,176, CANC. INT. CL. 42. 

LIFE UNIVERSITY, INC., MARIETTA, GA: 
2,429,108, PUB. 2-22-2000. INT. CL. 41. 

LIFEFLEET, INC., IRVINE, CA: 
1,814,538, CANC. INT. CL. 42. 
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LIFEWAY CHRISTIAN RESOURCES OF THE SOUTHERN BAP- 
TIST CONVENTION, NASHVILLE, TN FROM SUNDAY 
SCHOOL BOARD OF THE SOUTHERN BAPTIST CONVEN- 
TION, THE, NASHVILLE, TN: 

2,430,428, INT. CL. 16. 

LIGHTECH FIBEROPTICS, INC., SAN LEANDRO, CA: 
2,429,237, PUB. 11-28-2000. INT. CL. 9. 
LIGHTEN UP ENTERPRISES, INC., EDINA, MN: 

1,812,140, CANC. INT. CL. 16. 
LIGHTNINGCAST, INC., ALEXANDRIA, VA: 
2,429,813, PUB. 11-28-2000. INT. CL. 9 
LIGHTS OF AMERICA, INC., WALNUT, CA: 
1,812,860, CANC. INT. CL. 11. 
LIMARDEE ENTERPRISES, EL CERRITO, CA: 
1,813,025, CANC. INT. CL. 28. 
LINDBERG, ROBERT CLARK, LA MESA, CA: 
1,813,533, CANC. INT. CL. 9. 
LINDE HOMECARE MEDICAL SYSTEMS, INC., ST. PETERS- 
BURG, FL: 

1,127,953, CANC. INT. CL. 35. 

LINDLE EQUIPMENT COMPANY, INC., NEW HUDSON, MI: 
1,814,208, CANC. INT. CL. 42. 

LINDSAY MANUFACTURING, INC., PONCA CITY, OK: 
2,429,636, PUB. 11-28-2000. INT. CL. 9. 

LINDSEY, BARBARA C., HOOVER, PA: 
2,429,038, PUB. 11-28-2000. INT. CL. 16. 

LINGUEX, INC., WASHINGTON, DC: 
1,814,145, CANC. INT. CL. 41. 

LINVATEC CORPORATION, LARGO, FL: 
1,812,825, CANC. INT. CL. 10. 

LIQUI-TECH CORPORATION, BEAVER, WV: 
1,601,786. REN. 1-8-01. INT. CL. 3. 

LISA JENKS LIMITED, NEW YORK, NY: 
1,597,363. REN. 1-12-01. INT. CL. 14. 

LISCO, INC., TAMPA, FL: 
1,813,019, CANC. INT. CL. 28. 
1,813,026, CANC. INT. CL. 28. 

LITIGATION SCIENCES, INC., ROLLING HILLS ESTATES, CA: 
1,813,177, CANC. INT. CL. 42. 

LITTLE CAESAR ENTERPRISES, INC., DETROIT, MI: 
1,594,701. REN. 1-12-01. INT. CL. 42. 

LITTLE PROFESSOR BOOK CENTERS LLC, ANN ARBOR, MI, 


LITTLE PROFESSOR BOOK CENTERS OF AMERICA, INC., 
SOUTHFIELD, MI: 


890,519. REN. 1-11-01. U.S. CL. 38 (INT. CL. 16). 
890,520. REN. 1-11-01. U.S. CL. 38 (INT. CL. 16). 
LIUSKI INTERNATIONAL, INC., MELVILLE, NY: 
1,572,557, CANC. INT. CL. 42. 
LIVE BAIT PRODUCTIONS, INC., ALEXANDRIA, IN: 
2,429,589, PUB. 11-28-2000. INT. CL. 9 
LIVEBUILDER US, INC., SAN JOSE, CA: 
2,429,623, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
9 AND 42. 
LIVING CHURCH OF GOD, SAN DIEGO, CA: 
2,430,120, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
16 AND 41. 
LIVINGSTON EXPORT PACKING INC., TILLSONBURG, ON- 
TARIO, CANADA: 
1,128,413, CANC. INT. CL. 35 
LIYANG USA, INC., CARSON, CA: 
1,812,043, CANC. INT. CL. 12. 
LLUMAR STAR KITES INC., YUMA, AZ, DBA SPECTRA STAR: 
1,813,058, CANC. INT. CL. 28. 
1,814,496, CANC. INT. CL. 28. 
1,814,497, CANC. INT. CL. 28. 
LML INCORPORATED, BALTIMORE, MD: 
1,572,116, CANC. INT. CL. 28. 


OFFICIAL GAZETTE 


FEBRUARY 20, 2001 


LOAD-AIR, INC., CARNEGIE, PA: 
1,814,416, CANC. INT. CL. 12. 
LOCKHEED MARTIN CORPORATION, BETHESDA, MD: 
2,429,202, PUB. 11-28-2000. INT. CL. 28. 
LOCKHEED MARTIN CORPORATION, BETHESDA, MA: 
2,429,966, PUB. 11-28-2000. INT. CL. 28. 
LOCKHEED MARTIN IMS CORPORATION, TEANECK, NJ: 
2,429,654, PUB. 11-28-2000. INT. CL. 9. 
2,429,655, PUB. 11-28-2000. INT. CL. 9. 
LOCTITE CORPORATION, HARTFORD, CT: 
1,811,794, CANC. INT. CL. 3. 
LOMBARD MANAGEMENT INC., SANTE FE SPRINGS, CA: 
1,813,244, CANC. INT. CL. 35. 
LOMITA FOOD DISTRIBUTORS, INC., LOS ANGELES CALIF: 
690,328, CANC. U.S. CL. 46. 
LONESTAR PRE-PAID, INC., FT. WORTH, TX, DBA AMERICAN 
PREPAID SERVICES: 
2,430,546, INT. CL. 16. 
LONG, DONNA J., NORMAN, OK: 
2,430,140, PUB. 11-28-2000. INT. CL. 41 
LONG, ZELMA R., HEALDSBURG, CA AND FREESE, PHILIP 
K., HEALDSBURG, CA: 
2,430,253, INT. CL. 33. 
LONGITUDE FASHION CO., LTD., PIKESVILLE, MD: 
1,813,797, CANC. INT. CL. 25. 
LOREN EDUCATIONAL SERVICES, VENTURA, CA: 
1,573,306, CANC. INT. CL. 16. 
LORI L. STILES, GREELEY, CO: 
2,430,048, PUB. 11-28-2000. INT. CL. 35. 
LORY’S WEST, INC., BEVERLY HILLS, CA: 
1,606,843. REN. 1-12-01. INT. CL. 42. 
LOS ANGELES CELLULAR TELEPHONE COMPANY, COM- 
MERCE, CA: 
1,814,076, CANC. INT. CL. 38. 
LOSOL, S. A., ALAJUELA, COSTA RICA: 
1,813,182, CANC. INT. CL. 42. 
LOUISIANA PREMIUM SEAFOODS, INC., PALMETTO, LA: 
1,813,902, CANC. INT. CL. 29. 
LOWDEN, DAVID G., LAS VEGAS, NV, DBA DIGGLE GAMES: 
1,813,859, CANC. INT. CL. 28. 
LOWRANCE ELECTRONICS, INC., TULSA, OK: 
1,811,940, CANC. INT. CL. 9. 
1,813,403, CANC. INT. CL. 9. 
LTL WHOLESALE, INC., SCHUYLKILL HAVEN, PA: 
1,812,942, CANC. INT. CL. 19. 
LU, MING, HOUSTON, TX, DBA AMERICAN MEDICINE COM- 
PANY: 
2,429,557, PUB. 11-28-2000. INT. CL. 5. 
LUBRICANT TECHNOLOGIES, LLC, WEST COLUMBIA, SC: 
2,429,451, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
40, 41 AND 42. 
LUCAS INDUSTRIES, INC., RESTON, VA: 
1,813,552, CANC. INT. CL. 9. 
LUCAS LICENSING LTD., NICASIO, CA: 
2,430,293, INT. CL. 9. 
LUMBER FINISHERS INCORPORATED, GRAFTON, MA: 
2,429,528, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
35 AND 37. 
LUMBERJACK BUILDING CENTERS, INC., ALGONAC, MI: 
1,814,171, CANC. INT. CL. 42. 
LUMI-LITE CANDLE COMPANY, INC., NORWICH, OH: 
1,617,279. REN. 1-12-01. INT. CL. 3. 
LUMINOS PHOTO CORPORATION, YONKERS, NY, AIR PHOTO 
SUPPLY CORPORATION, NEW YORK, NY: 
698,563. REN. 1-9-01. U.S. CL. 26 (INT. CL. 1). 
LYLE RICHARDS INTERNATIONAL, LTD., STOUGHTON, MA: 
1,813,820, CANC. INT. CL. 25. 
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LYNK, INC., SHAWNEE MISSION, KS: 
1,571,946, CANC. INT. CL. 20. 
M & C PRODUCTS ANALYSENTECHNIK GMBH, D - 40885 
RATINGEN, FED REP GERMANY: 
2,429,026, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
7,9 AND I1. 
M & E MANUFACTURING CO., INC., KINGSTON, NY: 
2,429,806, PUB. 11-28-2000. INT. CL. 6. 
M. A. BRUDER & SONS, INCORPORATED, BROOMALL, PA, 
DBA M.A.B. PAINTS: 
1,572,726, CANC. INT. CL. 2. 
M. KAMENSTEIN, INC., ELMSFORD, NY: 
1,597,472. REN. 1-8-01. INT. CL. 21. 
M.D.C. HOLDINGS, INC., DENVER, CO: 
1,601,381. REN. 1-11-01. INT. CL. 37. 
MACDERMID ACUMEN, INC., WATERBURY, CT, ALLIED RE- 
SEARCH PRODUCTS INCORPORATED, BALTIMORE, MD: 
679,455. REN. 1-11-01. U.S. CL. 6 (INT. CL. 2). 
MACGREGOR GOLF COMPANY, ALBANY, GA: 
1,573,570, CANC. INT. CL. 28. 
MACGREGOR GOLF CORPORATION, ALBANY, GA: 
1,813,878, CANC. INT. CL. 28. 
MACLAREN LIMITED, NORTHAMPTON, ENGLAND, AN- 


DREWS MACLAREN LTD., LONG BUCKBY, NORTH- 
AMPTON, ENGLAND: 


1,147,191. REN. 1-6-01. INT. CL. 20. 
1,147,697. REN. 1-6-01. INT. CL. 20. 
MACMILLAN USA, INC., INDIANAPOLIS, IN: 
2,429,951, PUB. 11-28-2000. INT. CL. 16. 
MACPHERSON PLC, HAVERHILL, SUFFOLK, CB9 8PQ, ENG- 
LAND: 
1,813,292, CANC. INT. CL. 2. 
MACRONIKX, INC., SAN JOSE, CA: 
1,812,799, CANC. INT. CL. 9. 
MACROTECH POLYSEAL, INC, SALT LAKE CITY, UT, 
MICRODOT MANUFACTURING, INC., SALT LAKE CITY, UT: 
1,138,760. REN. 1-12-01. INT. CL. 17. 
MAEDA METAL INDUSTRIES, LTD., OSAKA, JAPAN: 
1,619,442. REN. 1-12-01. INT. CL. 7. 
MAESTRO’S CAFFE ITALIANO, INC., SAN RAMON, CA: 
1,593,598. REN. 1-8-01. INT. CL. 42. 
MAGIX COMPUTER PRODUCTS INTERNATIONAL CORP., 
SANTA MONICA, CA: 
2,429,621, PUB. 11-28-2000. INT. CL. 9. 
MAGNADYNE CORPORATION, CARSON, CA: 
1,127,833, CANC. INT. CL. 9. 
MAGUIRE, ROBIN, SANTA MONICA, CA: 
2,429,199, PUB. 11-28-2000. INT. CL. 16. 
MAINLINE INDUSTRIES, INC., SPRINGFIELD, MA: 
2,429,946, PUB. 11-28-2000. INT. CL. 21. 
MAISON BOUCHARD PERE & FILS, 21200 BEAUNE, FRANCE: 
2,429,413, PUB. 11-28-2000. INT. CL. 33. 
MAJEED, MUHAMMED, PISCATAWAY, NJ: 
2,430,139, PUB. 11-28-2000. INT. CL. 5. 
MAJOR LEAGUE BASEBALL PROPERTIES, INC., NEW YORK, 
NY: 
1,813,981, CANC. INT. CL. 35. 
MAJOR LEAGUE PROFESSIONAL SOCCER, INC., NEW YORK, 


NY FROM MAJOR LEAGUE PROFESSIONAL SOCCER, INC., 
LOS ANGELES, CA: 


2,429,965, PUB. 7-11-2000. INT. CL. 25. 
MAJOR LEAGUE PROFESSIONAL SOCCER, INC.: See— 
MAJOR LEAGUE PROFESSIONAL SOCCER, INC 
MAJOR LEGAL SERVICES, SAN FRANCISCO, CA: 
1,814,211, CANC. INT. CL. 42. 
MAJZLER, GIANNA, FOUNTAIN VALLEY, CA: 
2,430,542, INT. CL. 3. 
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MAKE COMMUNICATIONS & COMPUTING, LOS GATOS, CA: 
2,429,363, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
9, 35 AND 38. 
2,429,364, PUB 
9, 35 AND 38. 
2,429,365, PUB. 11-28-2000. 
9, 35 AND 38. 
2,429,366, PUB. 11-28-2000. 
9, 35 AND 38. 
2,429,463, PUB. 11-28-2000. 
9, 35 AND 38 
MAKERS OF KAL, INC., WOODLAND HILLS, CA: 
1,813,352, CANC. INT. CL. 5. 
MALFIE, INC., MIAMI, FL: 
2,430,463, INT. CL. 16. 
MALIBU BOATS WEST, INC., MERCED, CA, MALIBU BOATS, 
INC., MERCED, CA: 
1,603,623. REN. 1-11-01. INT. CL. 12. 
MALIBU COMICS ENTERTAINMENT, INC., WESTLAKE VIL- 
LAGE, CA: 
1,812,277, CANC. INT. CL. 28. 
1,812,921, CANC. INT. CL. 16. 
MALL OF MEMPHIS ASSOCIATES, MEMPHIS, TN: 
1,814,032, CANC. INT. CL. 36. 
MALLAHAN, MICHAEL, YAKIMA, WA: 
1,812,894, CANC. INT. CL. 16. 
MALLINCKRODT BAKER, INC., ST. LOUIS, MO: 
2,151,995, COR. INT. CL. 9. 
2,290,002, COR. INT. CL. 1. 
MALLINCKRODT BAKER, INC., PHILLIPSBURG, N3J: 
2,293,528, COR. INT. CL. 3. 
MALLINCKRODT, INC., ST. LOUIS, MO: 
1,137,797. REN. 1-6-01. INT. CL. 10. 
MANAGEMENT CONCEPTS, INC., VIENNA, VA: 
2,429,822, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
9, 16, 35, 36, 41 AND 42. 
MANAGEMENT DECISION SYSTEMS, INC., ATLANTA, GA TO 
CCN, INC., ATLANTA, GA: 
1,571,662, CANC. INT. CL. 9. 
MANAGEMENT HORIZONS, 
THINGTON, OH: 
1,128,018, CANC. INT. CL. 41. 
MANAGEMENT KINETICS, INC., SKOKIE, IL: 
1,812,491, CANC. INT. CL. 42. 
MANCHESTER EQUIPMENT COMPANY, INC., HAUPPAUGE, 
NY: 


11-28-2000. MULTIPLE CLASS, INT. CLS. 


MULTIPLE CLASS, INT. CLS. 
MULTIPLE CLASS, INT. CLS. 


MULTIPLE CLASS, INT. CLS. 


INCORPORATED, WOR- 


1,813,561, CANC. INT. CL. 9. 
MANDARIN ORIENTAL SERVICES B.V., 1102 BR AMSTERDAM 
ZUIDOOST, NETHERLANDS: 
1,568,259. REN. 1-9-01. MULTIPLE CLASS, INT. CLS. 16 
AND 42. 
MANLEY, ROBERT P., MT. SHASTA, CA AND MANLEY, LAU- 
RIE A., MT. SHASTA, CA: 
2,429,445, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
21 AND 42. 
MANNINGTON MILLS, INC., SALEM, NJ: 
1,813,845, CANC. INT. CL. 27. 
MANSFIELD, MATTHEW, KINGSBURG, CA: 
2,429,952, PUB. 11-28-2000. INT. CL. 28. 
MANUFACTURERS DISCOUNT FURNITURE & BEDDING, INC., 
LOS ANGELES, CA: 
1,812,233, CANC. INT. CL. 25. 
MANUFACTURERS DISCOUNT FURNITURE & BEDDING, INC.. 
LOS ANGELES, CA, DBA INDIAINK: 
1,812,234, CANC. INT. CL. 25. 
MANVILLE CORPORATION, DENVER, CO: 
1,589,951. REN. 1-9-01. INT. CL. 17. 
MAPA PIONEER CORPORATION, WILLARD, OH: 
1,813,767, CANC. INT. CL. 21. 
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MAPES PIANO STRING CO., THE, ELIZABETHTON, TN 
902,493. REN. 1-9-01. U.S. CL. 14 (INT. CL. 6). 
MAR-KEL LIGHTING, INC., PARIS, TN 
1,813,607, CANC. INT. CL. 11 
MARATHON TECHNOLOGIES CORPORATION, BOXBOROUGH, 
MA: 
2,430,405, INT. CL. 9 
MARCONI DATA SYSTEMS, INC.. WOOD DALE, IL FROM 


VIDEOJET SYSTEMS INTERNATIONAL, INC., WOOD DALE 
IL: 


2,429,596, PUB. 11-28-2000. INT. CL. 9 

MARDEL LABORATORIES, INC., GLENDALE HEIGHTS, IL: 
1,811,810, CANC. INT. CL. 5. 
1,811,811, CANC. INT. CL. 5. 
1,811,812, CANC. INT. CL. 5 

MARDI GRAS CANDIES, INC., NEW ORLEANS, LA: 
1,812,310, CANC. INT. CL. 30. 

MARINE OPTICAL, INC., SOUTH EASTON, MA: 
1,813,580, CANC. INT. CL. 9. 

MARION HOLMES ENTERPRISES, INC., NEW YORK, NY: 
2,430,481, INT. CL. 25. 

MARION LABORATORIES, INC., KANSAS CITY MO: 
690,461, CANC. U.S. CL. 18. 

MARITRANS OPERATING PARTNERS L.P., PHILADELPHIA, 

PA: 

1,596,832. REN. 1-12-01. INT. CL. 39. 

MARK-10 CORPORATION, HICKSVILLE, NY 
2,429,776, PUB. 11-28-2000. INT. CL. 9. 

MARK, DOUGLAS ROBERT, ANN ARBOR, MI: 
1,814,433, CANC. INT. CL. 16. 

MARKET DAY CORPORATION, ELMHURST, IL: 
1,814,519, CANC. INT. CL. 36. 

MARKETRY, INC., BELLEVUE, WA: 
2,429,876, PUB. 11-28-2000. INT. CL. 35. 

MARKETSTAR CORPORATION, OGDEN, UT: 
2,429,150, PUB. 11-28-2000. INT. CL. 35. 

MARRIOTT INTERNATIONAL, INC., BETHESDA, MD: 
1,573,714, CANC. INT. CL. 32. 
2,393,255, COR. INT. CL. 42. 

MARS, INCORPORATED, MCLEAN, VA: 
1,597,716. REN. 1-12-01. INT. CL. 30 

MARSHALLS, INC., ANDOVER, MA: 
1,812,883, CANC. INT. CL. 14. 

MARSICANO, MARIO G. NEW YORK, NY, DBA 


KITCHENSYNC AND KITCHEN, WILLIAM, NEW YORK, NY, 
DBA KITCHENSYNC: 


2,430,575, INT. CL. 41. 
MARTHA STEWART LIVING OMNIMEDIA LLC, NEW YORK, 
NY: 
2,429,102, PUB. 11-28-2000. INT. CL. 42. 
MARTIN FISHOP & CO., INC., ST. LOUIS MO: 
690.589, CANC. U.S. CL. 39. 
MARTINGALE & COMPANY, INC., WOODINVILLE, WA: 
2,429,273, PUB. 11-28-2000. INT. CL. 9. 
MARY KAY INC., DALLAS, TX: 
2,430,266, INT. CL. 3. 
2,430,344, INT. CL. 3. 
MASCOLO BROTHERS LIMITED, LONDON, ENGLAND, F. 
MASCOLO & SONS LIMITED, LONDON, ENGLAND: 
1,589,603. REN. 1-6-01. INT. CL. 3. 
MASCOLO BROTHERS LIMITED, CARROLLTON, TX: 
2,430,267, INT. CL. 3. 
MASCOLO, GAETANO, DALLAS, TX AND MASCOLO, BRUNO, 
PLANO, TX: 
2,429,428, PUB. 11-28-2000. INT. CL. 3. 
MASI DESIGN INC., MISSISSAUGA, ONTARIO LSM 1X4, CAN- 
ADA: 
2,429,118, PUB. 11-28-2000. INT. CL. 26. 
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MASON DIXON BAT COMPANY, SEVERN, MD: 
2,429,488, PUB. 11-28-2000. INT. CL. 28. 
MASSEY, HERBERT WILLIAM JOHN, TAURANGA, NEW ZEA- 
LAND: 

1,812,172, CANC. INT. CL. 20. 

MASTER-CRAFT CORPORATION, KALAMAZOO, MI: 
690,555, CANC. U.S. CL. 37. 

MATCHSTAR, LLC, SOUTH COAST METRO, CA 
2,429,679, PUB. 11-28-2000. INT. CL. 35 

MATEER OIL, INC.. VALPARAISO, IN: 
1,604,048. REN. 1-10-01. INT. CL. 37. 

MATMA, S.A., 08024 BARCELONA, SPAIN. SABI, ARMAND 
BASI, BARCELONA, SPAIN: 

1,600,958. REN. 1-12-01. INT. CL. 25. 

MATMA, S.A., BARCELONA, SPAIN: 
1,813,782, CANC. INT. CL. 25. 

MATRIX COMMUNICATIONS CORP., HURST, TX: 
1,814,079, CANC. INT. CL. 38. 

MATRIX ESSENTIALS, INC., SOLON, OH: 
1,813,252, CANC. INT. CL. 41. 
2,430,146, PUB. 11-28-2000. INT. CL. 3. 
2,430,147, PUB. 11-28-2060. INT. CL. 3. 
2,430,148, PUB. 11-28-2000. INT. CL. 3. 

MATSON, LYNN R., LOVELAND, CO, DBA THE CREATIVE 
CREATIONS CO.: 

1,569,946. REN. 1-9-01. INT. CL. 28. 

MATSUSHITA ELECTRIC CORPORATION OF AMERICA, 
SECAUCUS, NJ: 

2,429,748, PUB. 11-28-2000. INT. CL. 8. 

MATTEL, INC., EL SEGUNDO, CA: 
1,813,061, CANC. INT. CL. 28. 
1,813,065, CANC. INT. CL. 28. 
1,813,066, CANC. INT. CL. 28. 
1,813,069, CANC. INT. CL. 28. 
1,813,336, CANC. INT. CL. 3. 

2,429,617, PUB. 11-28-2000. INT. CL. 28. 
2,430,412, INT. CL. 28. 

MATURNA, INC., VISTA, CA: 

2,429,941, PUB. 11-28-2000. INT. CL. 5. 

MAUNA KEA BEACH HOTEL CORPORATION, KAMUELA, HI, 
EASTERN PACIFIC, INC., KAMUELA, HI: 

891,371. REN. 1-6-01. MULTIPLE CLASS, U.S. CLS. 
(INT. CL. 42) AND 107 (INT. CL. 41). 
MAVERICK RESOURCES, WOODSTOCK, GA: 
2,429,812, PUB. 11-28-2000. INT. CL. 35. 
MAVETY MEDIA GROUP LTD., NEW YORK, NY: 
1,812,107, CANC. INT. CL. 16. 

MAX HATS LTD., CREIGHTON, PA, DBA WEST PENN HAT 

& CAP CORPORATION: 
2,429,973, PUB. 11-28-2000. INT. CL. 42. 

MAXINO INC., HAMILTON, ONTARIO L8H 4H2, CANADA: 
1,813,868, CANC. INT. CL. 28. 

MAYAN TRADE, INC., SANTEE, CA: 

2,430,446, INT. CL. 25. 

MAYER TEXTILE MACHINE CORPORATION, CLIFTON, NJ: 
1,128,159, CANC. MULTIPLE CLASS, INT. CLS. 7 AND 37. 

MAYESH WHOLESALE FLORIST, INC., LOS ANGELES, CA: 
2,429,246, PUB. 11-28-2000. INT. CL. 39. 

MAYFAIR PETROLEUM, INC., WINNSBORO, TX: 

2,430,560, INT. CL. 3. 

MAYO FOUNDATION FOR MEDICAL EDUCATION AND RE- 
SEARCH, ROCHESTER, MN TO MAYO FOUNDATION, 
ROCHESTER, MN: 

2,344,728, COR. INT. CL. 16. 

MAYWAH INTERNATIONAL, INC., NEW YORK, NY: 

1,812,201, CANC. INT. CL. 25. 
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MBNA AMERICA BANK, NATIONAL ASSOCIATION, NEWARK, 
DE: 


1,814,037, CANC. INT. CL. 36. 

MBT HOLDING AG, CH-8048 ZURICH, SWITZERLAND, 
SANDOZ AG (SANDOZ LTD., SANDOZ S.A.), BASLE, SWIT- 
ZERLAND: 

1,604,229. REN. 1-6-01. INT. CL. 1 
MCCABE AND SCARLATA, INC., PITTSBURGH, PA: 
1,814,577, CANC. INT. CL. 9. 

MCCANN, LILA, BEVERLY HILLS, CA: 

2,429,689, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
9, 16 AND 41. 

MCCORRY, KAREN J, BOULDER, CO TO MCCORRY, KAREN 
J, BOULDER, CO: 

2,361,173, COR. INT. CL. 35. 

MCCOY, KEITH D., FREMONT, NE FROM LAWRENCE, TOM 
PAPILLION, NE: 

2,430,537, INT. CL. 35. 

MCDONALD'S CORPORATION, OAK BROOK, IL: 
1,603,178. REN. i-12-01. INT. CL. 42. 
1,603,179. REN. 1-12-01. INT. CL. 42. 
1,614,345. REN. 1-10-01. INT. CL. 41. 
1,812,252, CANC. INT. CL. 28. 

1,813,100, CANC. INT. CL. 30. 
1,814,253, CANC. INT. CL. 42. 
2,429,881, PUB. 11-28-2000. INT. CL. 29. 

MCDONNELL BOEHNEN HULBERT & BERGHOFF, CHICAGO, 
IL: 

2,429,640, PUB. 11-28-2000. INT. CL. 42. 

MCEWEN-MARTIN INC., AUSTIN, TX: 
2,317,946, CANC. INT. CL. 9. 

MCGILL INCORPORATED, MARENGO, IL: 
1,813,709, CANC. INT. CL. 16. 

MCGOWAN, SUSAN C., BROOKLYN, NY, DBA MAGNUM 
OPUS DESIGN: 

2,429,708, PUB. 11-28-2000. INT. CL. 25. 

MCGREGOR-DONIGER INC., NEW YORK NY: 

690,593, CANC. U.S. CL. 39. 
MCI COMMUNICATIONS CORPORATION, WASHINGTON, DC: 
1,813,143, CANC. INT. CL. 38. 
1,813,144, CANC. INT. CL. 38. 
1,813,148, CANC. INT. CL. 38. 
1,813,150, CANC. INT. CL. 38. 
1,814,525, CANC. INT. CL. 38. 

MCKENNA’S BLUES, BOOZE & BBQ, INC., OMAHA, NE: 

2,429,727, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
41 AND 42. 
MCKESSON GENERAL MEDICAL CORP., RICHMOND, VA, 
R.A.B. HOLDINGS, INC., RICHMOND, VA: 
1,641,489. REN. 1-12-01. INT. CL. 35. 
MCL, INC., INDIANAPOLIS, IN: 
1,128,045, CANC. INT. CL. 42. 

MCLAUGHLIN ASSOCIATES CORPORATION, SPRING LAKE, 

NJ: 
1,597,878. REN. 1-10-01. INT. CL. 41. 

MCNASTY BROS., INC., NORTH HOLLYWOOD, CA: 
1,812,478, CANC. INT. CL. 41. 

MCS CHEMICAL LTD., CH-6004 LUZERN, SWITZERLAND: 
1,813,291, CANC. MULTIPLE CLASS, INT. CLS. 2, 7 AND 

16. 
MCWILLIAMS, BARRY WAYNE, LUTHER, MT: 
2,429,185, PUB. 11-28-2000. INT. CL. 16. 
MD PUBLICATIONS, INC., SPRINGFIELD, MO: 
1,606,988. REN. 1-12-01. INT. CL. 16. 
MDM GROUP, LTD., FT. LAUDERDALE, FL: 
2,429,835, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
35 AND 42. 
ME LICENSING CORPORATION, WILMINGTON, DE: 
2,430,317, INT. CL. 9. 
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MEAD CORPORATION, THE, DAYTON, OH: 
2,286,689, COR. INT. CL. 16. 

MEAD JOHNSON & COMPANY, EVANSVILLE, IN: 
690,699, CANC. U.S. CL. 18. 

MEADOWLAND, INC., NEWBERG, OR: 
2,430,427, INT. CL. 31. 

MEADOWLANDS BASKETBALL ASSOCIATES, EAST RUTHER- 
FORD, NJ: 

1,812,987, CANC. INT. CL. 25. 
MECKLERMEDIA CORPORATION: See— 
INTERNET.COM CORPORATION. 
MEDALSY, MARC, MONTREAL, QUEBEC, CANADA: 
1,128,321, CANC. INT. CL. 25. 

MEDICAL CHEMICAL CORPORATION, TORRANCE, CA: 
1,137,148. REN. 1-9-01. INT. CL. 3. 

MEDICAL ECONOMICS DATA INC., MONTVALE, NJ- 
1,813,700, CANC. INT. CL. 16. 

MEDIQUE PRODUCTS COMPANY, SKOKIE, IL: 
1,812,682, CANC. INT. CL. 5. 

MEGA MANIA INC., HOUSTON, TX: 

2,429,292, PUB. 11-28-2000. INT. CL. 42. 

MEGAHERTZ CORPORATION, SALT LAKE CITY, UT: 

1,813,532, CANC. INT. CL. 9. 
MEER, INC., GRAND RAPIDS, MI: 
1,813,807, CANC. INT. CL. 25. 
2,429,140, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS 
29, 30 AND 32. 
MELARD MANUFACTURING CORPORATION, PASSAIC, NJ: 
1,812,192, CANC. INT. CL. 21. 
1,813,771, CANC. INT. CL. 21. 

MELISH, MARTIN A., LODI, CA AND SMITH, ROBERT B., 
STOCKTON, CA: 

2,429,634, PUB. 11-28-2000. INT. CL. 9. 

MELNOR INC., MOONACHIE, NJ, AKA MELNOR ACQUISITION 
CORPORATION: 

1,814,439, CANC. INT. CL. 17. 
MELVILLE CORPORATION, RYE, NY: 
1,574,041, CANC. INT. CL. 42. 
MEMPHIS HOCKEY, INC., MEMPHIS, TN: 
1,812,468, CANC. INT. CL. 41. 
MENLO CARE, INC., MENLO PARK, CA: 
1,812,847, CANC. INT. CL. 10. 
MENON, MADHAVAN KRISHNA, NORTHRIDGE, CA: 
2,429,554, PUB. 11-28-2000. INT. CL. 3. 
MENTOR CORPORATION, SANTA BARBARA, CA: 
1,128,211. REN. 1-12-01. INT. CL. 10. 

MERCADANTE, JAMES V., AGAWAM, MA_ AND 
MERCADANTE, ROSE MARIE, AGAWAM, MA, DBA NINE 
911 ELEVEN BURGERS & DOGS: 

1,597,685. REN. 1-10-01. INT. CL. 30. 

MERCHANTS FAST MOTOR LINES, INC., ABILENE, TX: 
1,813,248, CANC. INT. CL. 39. 

MERCK & CO., INC., RAHWAY, NJ: 
690,447, CANC. U.S. CL. 18. 

MERCK KGAA, D- 64293 DARMSTADT, FED REP GERMANY: 
2,429,106, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 

1, 2, 37 AND 42. 

MEREDITH CORPORATION, DES MOINES, IA: 
2,430,569, INT. CL. 16. 

MERIDIAN SOFTWARE SYSTEMS, INC., IRVINE, CA: 
1,811,887, CANC. INT. CL. 9. 

MERILLAT INDUSTRIES, INC., ADRIAN, MI: 
2,430,086, PUB. 11-28-2000. INT. CL. 20. 

MERION PUBLICATIONS, INC., KING OF PRUSSIA, PA: 
2,429,103, PUB. 11-28-2000. INT. CL. 16. 

MERLIN TECHNOLOGIES, INC., TRAVERSE CITY, MI: 
2,430,131, PUB. 11-28-2000. INT. CL. 42. 
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MEROCEL CORPORATION, MYSTIC, CT: 
1,814,315, CANC. INT. CL. 3. 
MERRELL DOW PHARMACEUTICALS INC., CINCINNATI, OH: 
690,115, CANC. U.S. CL. 18. 
MERRILL LYNCH & CO., INC., NEW YORK, NY: 
1,813,635, CANC. INT. CL. 16. 
MERRILL LYNCH & CO., INC.: See— 
LENDER'S SERVICE, INC. 
2,429,191, PUB. 11-28-2000. INT. CL. 36. 
2,429,270, PUB. 11-28-2000. INT. CL. 36 
MERRIN, SCOTT, LOS ANGELES, CA AND MERRIN, MARIA, 
LOS ANGELES, CA: 
2,429,174, PUB. 11-28-2000. INT. CL. 41. 
MESSE DUSSELDORF GMBH, 40474 DUSSELDORF, FED REP 
GERMANY: 
2,429,500, PUB. 11-28-2000. INT. CL. 35. 
METACOM, INC., PLYMOUTH, MN: 
1,812,789, CANC. INT. CL. 9. 
METAGENICS, INC., SAN CLEMENTE, CA 
2,429,909, PUB. 11-28-2000. INT. CL. 5. 
METALSOFT, INC., SANTA ANA, CA: 
1,598,352. REN. 1-9-01. INT. CL. 9. 
METCALF FARMS PIEDMONTESE BEEF, LTD., MECHANICS- 
BURG, IL 
2,429,135, PUB. 11-28-2000. INT. CL. 29. 
METHENY, JOHN, SAN FRANCISCO, CA 
1,813,198, CANC. INT. CL. 42. 
METHODWARE LIMITED, WELLINGTON, NEW ZEALAND: 
2,430,385, INT. CL. 42. 
METOR CORPORATION, LAS CRUCES, NM, TRICOLOR COR- 
PORATION, LAS CRUCES, NM: 
1,617,496. REN. 1-12-01. INT. CL. 9 
METRIS DIRECT, INC., ST. LOUIS PARK, MN: 
2,430,213, INT. CL. 36. 
METRO MED, INC., AUSTIN TEX.: 
690,443, CANC. U.S. CL. 18. 
METROPOLITAN DISTRICT OF THE CHRISTIAN AND MIS- 
SIONARY ALLIANCE, NORTH PLAINFIELD, NJ: 
1,812,489, CANC. INT. CL. 42. 
METROPOLITAN DISTRICT, THE, HARTFORD, CT: 
1,814,181, CANC. INT. CL. 42. 
METROPOLITAN LIFE INSURANCE COMPANY, NEW YORK, 
NY: 
1,598,372. REN. 1-11-01. INT. CL. 9. 
MEYER COMPANY, THE, CLEVELAND, OH, MELCO FOUND- 
RY & MFG. COMPANY, CHICAGO, IL: 
700,014. REN. 1-8—01. U.S. CL. 2 (INT. CL. 20) 
MEZZINA, PETER AND MEZZINA, ALEXANDRA B. PARTNER- 
SHIP, THE, CENTREVILLE, VA: 
1,811,941, CANC. INT. CL. 9 
MH WEST, INC., VAN NUYS, CA: 
1,812,909, CANC. INT. CL. 16. 
MIAMI BEN CORP., MIAMI, FL: 
1,594,124. REN. 1-11-01. INT. CL. 14. 
MIAMI COMPUTER SUPPLY CORPORATION, DAYTON, OH: 
2,429,160, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
37 AND 42. 
MIAMI VALLEY PAPER COMPANY, INC., NORWALK, CT 
1,571,907, CANC. INT. CL. 16. 
MIAZZA, MARTIN F.. GULFPORT, MS AND MIAZZA, 
GULFPORT. MS, DBA MARTIN MIAZZA 
1,814,593, CANC. INT. CL. 28. 
MICELI, GARY L., HARRISBURG, PA: 
1,813,763, CANC. INT. CL. 21. 
MICHAEL A. HURLEY & CO., INC., NEW YORK, NY: 
1,813,232, CANC. INT. CL. 16. 
MICHAEL R. BELLIO AND MARY ELIZABETH BELLIO, 
SYLMAR, CA, DBA ROYAL ELASTIC CO.: 
1,812,010, CANC. INT. CL. 10. 


DOT. 
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MICHAEL R. BELLIO AND MARY ELIZABETH BELLIO PART- 
NERSHIP, THE, SYLMAR, CA, DBA ROYAL ELASTIC CO.: 
1,812,011, CANC. INT. CL. 10. 
MICHELS, DIA L., WASHINGTON, DC: 
1,813,235, CANC. INT. CL. 25. 
MICHIGAN MILLERS MUTUAL INSURANCE COMPANY, LAN- 
SING, MI 
2,429,874, PUB. 11-28-2000. INT. CL. 36. 
MICKENS, MABLE, LOS ANGELES, CA: 
2,430,485, INT. CL. 25. 
MICRO CARD TECHNOLOGIES, INC., DALLAS, TX: 
1,812,735, CANC. INT. CL. 9. 
MICROFIN CORPORATION, PROVIDENCE, RI: 
1,812,436, CANC. INT. CL. 40. 
MICROFIRM, INC., CERRITOS, CA: 
1,813,576, CANC. INT. CL. 9 
MICRON TECHNOLOGY, INC., BOISE, 
ELECTRONICS, INC., NAMPA, ID: 
2,430,197, INT. CL. 9. 
MICRONET TECHNOLOGY, INC., IRVINE, CA: 
2,430,550, INT. CL. 9. 
MICROSOFT CORPORATION, REDMOND, WA FROM FASA 
INTERACTIVE TECHNOLOGIES, INC., CHICAGO, IL: 
2,430,172, INT. CL. 9. 
MICROSOFT CORPORATION, REDMOND, WA: 
2,430,254, INT. CL. 9. 
MICROTEK MEDICAL, INC., COLUMBUS, MS: 
1,812,009, CANC. INT. CL. 10. 
MICROTRACE, INC., MINNEAPOLIS, MN: 
2.429,062, PUB. 11-28-2000. INT. CL. 1. 
MIDDLESEX GENERAL INDUSTRIES, INC., WOBURN, MA 
1,812,701, CANC. INT. CL. 7. 
MIDWEST HEART SPECIALISTS, LTD., LOMBARD, IL: 
1,813,254, CANC. INT. CL. 42. 
MIDWEST MUSICAL INSTRUMENT CO., EFFINGHAM, IL, DBA 
MIDCO INTERNATIONAL: 
1,812,076, CANC. INT. CL. 15. 
MIDWEST POWER SYSTEMS INC., DES MOINES, IA: 
1,812,426, CANC. INT. CL. 39. 
MIDWEST REGIONAL MARKETING, INC., BURNSVILLE, MN, 
FCS DISTRIBUTORS, INC., ROCHESTER, MN: 
1,570,403. REN. 1-9-01. INT. CL. 42. 
MIGHTY FINE, LOS ANGELES, CA: 
2,430,031, PUB. 11-28-2000. INT. CL. 25. 
MIGRAPH, INC., FEDERAL WAY, WA: 
1,573,042, CANC. INT. CL. 9. 
MIGUEL TORRES, S.A., BARCELONA, 
MIGUEL, BARCELONA, SPAIN: 
897,048. REN. 1-8-01. MULTIPLE CLASS, U.S. CLS. 47 (INT 
CL. 33) AND 49 (INT. CL. 33). 
MIKE’S TRAIN HOUSE, INC., COLUMBIA, MD: 
1,812,260, CANC. INT. CL. 28. 
MILACRON INC., CINCINNATI, OH, CINCINNATI MILLING 
MACHINE COMPANY, THE, CINCINNATI, OH: 
894,004. REN. 1-6-01. U.S. CL. 15 (INT. CL. 4). 
MILK FED CORP., LOS ANGELES, CA: 
2,430,051, PUB. 11-28-2000. INT. CL. 18. 
MILLER HARNESS COMPANY, INC., EAST RUTHERFORD, NJ: 
1,812,601, CANC. MULTIPLE CLASS, INT. CLS. 18 AND 
25. 
MILLER, JAMES, TORRANCE, CA: 
1,813,236, CANC. INT. CL. 25. 
MILLER, KURT, DOWNERS GROVE, IL: 
2,430,558, INT. CL. 42. 
MILLER, MAX L., JR., FOUNTAIN VALLEY, CA AND MILLER, 
DARLENE J., FOUNTAIN VALLEY, CA: 
2,429,994, PUB. 11-28-2000. INT. CL. 16. 
MILLET S.A., 74600 SEYNOD, FRANCE: 
2,429,560, PUB. 11-28-2000. INT. CL. 28. 


ID FROM MICRON 


SPAIN, TORRES, 





FEBRUARY 20, 2001 


U.S. PATENT AND 


MILLIKEN & COMPANY, NEW YORK, NY: 
2,430,345, INT. CL. 27. 
MILLS LIMITED PARTNERSHIP, THE, ARLINGTON, VA: 
2,429,495, PUB. 11-28-2000. INT. CL. 37. 
MILLSTONE COFFEE, INC., EVERETT, WA: 
1,812,309, CANC. INT. CL. 30. 
1,813,941, CANC. INT. CL. 30. 

MILNE & COMPANY, PHOENIX, AZ, DBA MILNE SCALI & 
COMPANY: 

2,429,702, PUB. 11-28-2000. INT. CL. 36. 

MILWHITE, INC., HOUSTON, TX: 

1,632,075. REN. 1-10-01. INT. CL. 1. 

MIMETICS, 92298 CHATENAY MALABRY, FRANCE: 

1,813,496, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 42. 

MINACOM INTERNATIONAL INC., MONTREAL, QUEBEC H2X 
2TS5, CANADA: 

2,430,442, INT. CL. 9. 
MINE SAFETY APPLIANCES COMPANY, PITTSBURGH, PA: 
2,429,306, PUB. 11-28-2000. INT. CL. 9. 

MINNESOTA MINING AND MANUFACTURING COMPANY, ST. 

PAUL, MN, UNITEK CORPORATION, MONROVIA, CA: 
890,975. REN. 1-12-01. U.S. CL. 44 (INT. CL. 10). 

MINNESOTA MINING AND MANUFACTURING COMPANY, ST. 
PAUL, MN, AKA 3M: 

893,544. REN. 1-6-01. U.S. CL. 14 (INT. CL. 6). 

MINNESOTA MINING AND MANUFACTURING COMPANY, ST. 
PAUL, MN: 

898,583. REN. 1-6-01. U.S. CL. 14 (INT. CL. 6). 

MINNESOTA MINING AND MANUFACTURING COMPANY, ST. 
PAUL, MN, RACAL HEALTH & SAFETY, INC., FREDERICK, 
MD: 

1,593,967. REN. 1-12-01. INT. CL. 9. 
MINNESOTA MINING AND MANUFACTURING COMPANY, 
SAINT PAUL, MN, AKA 3M: 

1,597,425. REN. 1-12-01. INT. CL. 17. 
1,611,774. REN. 1-8-01. INT. CL. 1. 
1,611,779. REN. 1-11-01. INT. CL. 1. 

MINNESOTA STATE HIGH SCHOOL LEAGUE, ANOKA, MN: 
1,573,925, CANC. INT. CL. 41. 

MINOX GMBH, D-35578 WETZLAR, FED REP GERMANY: 
2,198,654, COR. INT. CL. 1. 
2,218,834, COR. INT. CL. 6. 
2,228,079, COR. INT. CL. 1. 

MIRAGLIA, HUMBERT G., JR., CORNING, CA, DBA OLIVE 
KNOT PRODUCTS: 

1,811,879, CANC. INT. CL. 8. 

MIRANDA, MARLYNN, GOLD BAR, WA: 

2,430,454, INT. CL. 16. 
MIRBEAU HOLDINGS LLC, SKANEATELES, NY 
MIRBEAU HOLDINGS LLC, ROCHESTER, NY: 

2,430,363, INT. CL. 42. 

MIRRO CORPORATION, MANITOWOC, WI: 
690,083, CANC. U.S. CL. 13. 

MISS SAYLOR’S JOINT VENTURE, ALTOONA, PA: 
1,813,916, CANC. INT. CL. 30. 

MISTER TWISTER, INC., MINDEN, LA: 
1,813,056, CANC. INT. CL. 28. 

MISTRAL TRADE CORPORATION, HOUSTON, TX: 
1,811,792, CANC. INT. CL. 3. 

MITCHELL, MICHAEL SCOTT, LAGUNA BEACH, CA: 
1,814,431, CANC. INT. CL. 16. 

MITECH CORPORATION, ACTON, MA: 
1,811,907, CANC. INT. CL. 9. 
1,811,908, CANC. INT. CL. 9. 

MITRATECH, INC., LOS ANGELES, CA: 
1,813,470, CANC. INT. CL. 9. 

MITSUI O.S.K. LINES, LTD., TOKYO, JAPAN: 
1,813,418, CANC. INT. CL. 9. 
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MITZI INTERNATIONAL HANDBAGS & ACCESSORIES LTD., 
NEW YORK, NY: 
1,814,443, CANC. INT. CL. 18. 
MK DIAMOND PRODUCTS, INC., TORRANCE, CA: 
2,429,077, PUB. 11-28-2000. INT. CL. 7. 
MNSTAR TECHNOLOGIES, INC., GRAND RAPIDS, MN: 
2,430,230, INT. CL. 9. 
MO MONEY RECORDS, LAS VEGAS, NV: 
1,813,458, CANC. MULTIPLE CLASS, INT. CLS. 9, 16, 25 
AND 41. 
MOBA, INC., VAN NUYS, CA: 
1,600,086. REN. 1-10-01. INT. CL. 42. 

MOBILE INTERNATIONAL, INC., ATLANTA, GA: 

1,812,603, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 38. 

MOBILE TOOL INTERNATIONAL, INC., WESTMINSTER, CO: 

2,429,484, PUB. 11-28-2000. INT. CL. 7. 
MODERN FARM SYSTEMS, INC., WEBSTER CITY, IA: 
1,127,789, CANC. MULTIPLE CLASS, INT. CLS. 6, 7 AND 
11. 
MODERN POOL AND SPA, INC., COLUMBUS, MS: 
1,812,861, CANC. INT. CL. 11. 
MODERN TIMES, CHAPEL HILL, NC: 
1,612,447. REN. 1-11-01. INT. CL. 42. 
MODIS PROFESSIONAL SERVICES, INC., JACKSONVILLE, FL 
FROM ACCUSTAFF INCORPORATED, JACKSONVILLE, FL: 

2,430,271, MULTIPLE CLASS, INT. CLS. 35 AND 42. 

MODO FUTURO, LLC, SAN FRANCISCO, CA: 
2,429,452, PUB. 10-10-2000. INT. CL. 35. 

MOGELOF, ANDREW, STRATFORD, CT: 
1,599,034. REN. 1-8-01. INT. CL. 42. 

MOHASCO CORPORATION, AMSTERDAM, NY: 
1,127,922, CANC. INT. CL. 27. 

MOHAWK FINISHING PRODUCTS, INC., AMSTERDAM, NY, 
MOHAWK FURNITURE FINISHING PRODUCTS, INC., AM- 
STERDAM, NY: 

706,527. REN. 1-10-01. U.S. CL. 16 (INT. CL. 2). 

MOJAVE FOODS CORPORATION, COMMERCE, CA, PREPARED 
PRODUCTS COMPANY, INC., LOS ANGELES, CA, DBA 
PREPCO: 

1,605,828. REN. 1-12-01. INT. CL. 30. 

MOKSHA FOUNDATION, INC., LENOX, MA: 
2,429,249, PUB. 11-28-2000. INT. CL. 41. 

MOLINE PAINT MANUFACTURING CO., MOLINE, IL: 
1,571,499, CANC. INT. CL. 2. 

MOLTECH POWER SYSTEMS, INC., GAINESVILLE, FL, GATES 

ENERGY PRODUCTS, INC., GAINESVILLE, FL: 

1,595,078. REN. 1-6-01. INT. CL. 9. 

MONACO COACH CORPORATION, COBURG, OR: 
2,430,494, INT. CL. 12. 

MONARCH MARKING SYSTEMS, INC., MIAMISBURG, OH: 
1,599,238. REN. 1-11-01. INT. CL. 7. 
1,599,239. REN. 1-11-01. INT. CL. 7. 
1,599,240. REN. 1-11-01. INT. CL. 7. 
1,599,242. REN. 1-11-01. INT. CL. 7. 

MONDEX INTERNATIONAL LIMITED, LONDON EC2N 2DL, 
ENGLAND FROM JONHIG LIMITED, LONDON EC2N IEN, 
ENGLAND: 

2,429,019, PUB. 6-23-1998. MULTIPLE CLASS, INT. CLS. 
9 AND 36. 
MONEYGRAM PAYMENT SYSTEMS, INC., MINNEAPOLIS, MN: 
2,429,846, PUB. 11-28-2000. INT. CL. 36. 

MONOGRAM CREDIT CARD BANK OF GEORGIA, ATLANTA, 
GA: 

1,617,029. REN. 1-9-01. INT. CL. 36. 

MONT BLANC INDUSTRI AB, S-516 90 DALSJOFORS, SWE- 
DEN: 

2,429,481, PUB. 11-28-2000. INT. CL. 12. 





TMI 48 


MONTANA, CLAUDE, 75007 PARIS, FRANCE: 
1,811,918, CANC. MULTIPLE CLASS, INT. CLS. 9, 14, 18 
AND 25. 
MONTEREY MUSHROOMS, INC., WATSONVILLE, CA: 
1,625,056. REN. 1-9-01. INT. CL. 29. 
MONTGOMERY STREET INCOME SECURITIES, INC., SAN 
FRANCISCO, CA: 
1,132,852. REN. 1-8-01. INT. CL. 36. 
MONTGOMERY, WILLIAM, LITCHFIELD, 
GOMERY BUSINESS COMMUNICATIONS: 
1,812,359, CANC. INT. CL. 35. 
MOON RIVER RANCH, INC., BEAVER CREEK, CO, INTEGRA 
A HOTEL AND RESTAURANT COMPANY, IRVING, TX: 
1,603,052. REN. 1-12-01. INT. CL. 42. 
MOORE OIL COMPANY, INC., BIRMINGHAM, AL: 
2,429,244, PUB. 8-29-2000. INT. CL. 35. 
MOORE, TRACEY, PHILADELPHIA, PA AND MARTINEZ, MER- 
CEDES, PHILADELPHIA, PA: 
2,429,351, PUB. 11-28-2000. INT. CL. 41. 
MOORE, WILLIAM. SAN LEANDRO, CA, DBA WILLIAM’S 
BREWING: 
2,430,219, MULTIPLE CLASS, INT. CLS. 5, 9 AND 21. 
MORAN FOODS, INC.: 
1,571,537, CANC. INT. CL. 3. 
MORAN INDUSTRIES, INC., MIDLOTHIAN, IL: 
1,572,315, CANC. INT. CL. 35. 
MORETTI’S FINE JEWELRY, SAN ANTONIO, TX: 
2,429,843, PUB. 11-28-2000. INT. CL. 35. 
MORGAN ADHESIVES COMPANY, STOW, OH: 
2,429,490, PUB. 11-28-2000. INT. CL. 17. 
MORRISON RESTAURANTS INC., MOBILE, AL: 
1,812,516, CANC. INT. CL. 42. 
MORTGAGE CORNER, INC., THE, WATERBURY, CT: 
1,812,407, CANC. INT. CL. 36. 
MORVEN PARTNERS, LP, EDENTON, CA, HOODY CORPORA- 
TION, BEAVERTON, OR: 
1,597,650. REN. 1-12-01. INT. CL. 29. 
MOSQUITO RANCH GOLF, INC., WAYLAND, MA: 
1,813,040, CANC. INT. CL. 28. 
1,813,042, CANC. INT. CL. 28. 
1,814,486, CANC. INT. CL. 28. 
MOSSIMO, INC., IRVINE, CA: 
1,813,793, CANC. INT. CL. 25. 
MOST MASSMEDIA, INC., RYE, NY: 
2,430,518, INT. CL. 35. 
MOSTELLER, DAVID, DENVER, CO: 
2,429,125, PUB. 11-28-2000. INT. CL. 30. 
MOTHER ENVIRONMENTAL SYSTEMS, INC., GAINSVILLE, FL: 
2,429,805, PUB. 11-28-2000. INT. CL. 21. 
MOTHER'S STORES, INC., CHICAGO, IL: 
2,429,808, PUB. 11-28-2000. INT. CL. 35. 
MOTOBOARD INTERNATIONAL, LOS BANOS, CA: 
1,797,965, CANC. INT. CL. 28. 
MOTOROLA, INC., SCHAUMBURG, IL: 
1,812,733, CANC. INT. CL. 9. 
2,192,941, CANC. INT. CL. 9. 
MOULI MANUFACTURING CORPORATION, BELLEVILLE, NJ, 
VARKALA, JOSEPH C., WASHINGTON, DC: 
$25,658. REN. 1-8-01. U.S. CL. 23 (INT. CL. 8). 
MOULINEX (SOCIETE ANONYME), F-93170 BAGNOLET, 
FRANCE: 
1,811,850, CANC. MULTIPLE CLASS, INT. CLS. 7, 9, 11 
AND 35. 
1,813,475, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 11. 
MOUNT RUSHMORE NATIONAL MEMORIAL SOCIETY OF 
BLACK HILLS, RAPID CITY, SD, DBA MOUNT RUSHMORE 
NATIONAL MEMORIAL SOCIETY: 
1,813,246, CANC. INT. CL. 36. 


IL, DBA MONT- 
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MOUNT VERNON MILLS, INC., GREENVILLE SC: 
128,137, CANC. U.S. CL. 42. 
128,139, CANC. U.S. CL. 42. 
MOYA, MARIANO BERNABEU, 03202 ELCHE (ALICANTE), 
SPAIN: 
2,429,556, PUB. 11-28-2000. INT. CL. 25. 
MR. SMALL STUFF, INC., PANAMA CITY BEACH, FL: 
1,813,755, CANC. INT. CL. 20. 
MSI OF MIAMI CORP., MIAMI, FL: 
2,429,154, PUB. 11-28-2000. INT. CL. 35. 
MST MEASUREMENT SYSTEMS INC., WHEELING, IL: 
1,813,451, CANC. INT. CL. 9. 
MULTI-PLASTICS, INC., WESTERVILLE, OH: 
1,812,924, CANC. INT. CL. 17. 
MULVIHILL, JAMES, NEW YORK, NY: 
1,814,265, CANC. INT. CL. 42 
MUNCHKIN, INC., VAN NUYS, CA: 
2,430,489, INT. CL. 28. 
MUNN, JAMES G., HUNTINGTON BEACH, CA AND BENDELL, 
RICHARD, HUNTINGTON BEACH, CA: 
1,813,442, CANC. INT. CL. 9. 
MUNN, JOHN L., AVON, INDIA: 
2,429,956, PUB. 11-28-2000. INT. CL. 16. 
MUNTPOST B.V., 6661 BR ELST, NETHERLANDS: 
1,813,497, CANC. INT. CL. 9. 
MUNYON, TODD, NORWALK, CT: 
1,813,792, CANC. INT. CL. 25. 
MURCO WALL PRODUCTS, INC., FORTH WORTH, TX, SERV- 
ICE EQUIPMENT DESIGN CO., INC., SIGNAL HILL, CA: 
1,136,616. REN. 1-10-01. INT. CL. 8. 
MURILLO, CHARLES A., DALY CITY, CA: 
1,812,681, CANC. INT. CL. 5. 
MURPHY, BRENDA K., HARRIMAN, TN: 
2,429,948, PUB. 11-28-2000. INT. CL. 16. 
MURRAY, KIM L., MODESTO, CA AND MURRAY, CRISTI E., 
MODESTO, CA, DBA VISION MEDIA: 
2,429,370, PUB. 11-28-2000. INT. CL. 35. 
MUSSO, TONY F., JUPITER, FL: 
2,430,509, INT. CL. 5. 
MUTUAL HEALTH SERVICES COMPANY, CLEVELAND, OH: 
2,198,006, CANC. INT. CL. 36. 
MYCO, INC., ROCKFORD, IL: 
1,813,761, CANC. INT. CL. 20. 
MYLAR ELECTRONICS CO., LTD., TAIPEI, TAIWAN: 
1,602,059. REN. 1-8-01. INT. CL. 9. 
M4M INTERNATIONAL, INC., NEW HOPE, PA: 
2,429,359, PUB. 11-28-2000. INT. CL. 3. 
NABISCO BRANDS COMPANY, WILMINGTON, DE, MCLAREN- 
CONSOLIDATED CONE CORPORATION, DAYTON, OH: 
274,812. REN. 1-10-01. U.S. CL. 46 (INT. CL. 30). 
NABISCO BRANDS COMPANY, WILMINGTON, DE, NATIONAL 
BISCUIT COMPANY, NEW YORK, NY: 
704,360. REN. 1-10-01. U.S. CL. 46 (INT. CL. 30). 
NABISCO BRANDS COMPANY, WILMINGTON, DE, PLANTERS 
NUT & CHOCOLATE CO., WILKES-BARRE, PA: 
706,102. REN. 1-10-01. U.S. CL. 46 (INT. CL. 29). 
NABISCO BRANDS COMPANY, WILMINGTON, DE FROM FA- 


VORITE BRANDS INTERNATIONAL, INC, BANNOCKBURN, 
IL: 


2,429,414, PUB. 11-28-2000. INT. CL. 30. 
NABISCO BRANDS COMPANY, WILMINGTON, DE: 
2,429,788, PUB. 11-28-2000. INT. CL. 30. 
2,429,838, PUB. 11-28-2000. INT. CL. 30. 
2,430,488, INT. CL. 30. 
NABSON, INC., NORWOOD, MA: 
2,429,177, PUB. 11-28-2000. INT. CL. 9. 


NAGI, PATRICK, EASTPORT, MI AND NAGI, ANN, EASTPORT, 
MI: 


2,430,516, INT. CL. 16. 
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NAGOYA OILCHEMICAL CO., 
JAPAN: 


1,813,714, CANC. INT. CL. 17. 

NANCE, JULIAN E., PHOENIX, AZ, DBA SOUTHWEST INK 
COMPANY: 

1,128,108, CANC. INT. CL. 2. 
NAPA VALLEY PUBLISHING CO., HERNDON, VA: 
1,813,704, CANC. INT. CL. 16. 

NAPCO, INC., BATAVIA, IL, DBA NICHOLAS A. 

PAPANICHOLAS & SONS COFFEE COMPANY: 
1,602,620. REN. 1-10-01. INT. CL. 30. 

NASH NEW MEDIA LLC: See— 
KNOWYOURSTUFF.COM LLC. 

NATIONAL ASSOCIATION OF BASKETBALL COACHES, 
OVERLAND PARK, KS, DBA NATIONAL ASSOCIATION OF 
BASKETBALL COACHES OF THE UNITED STATES: 

1,814,215, CANC. INT. CL. 42. 

NATIONAL ASSOCIATION OF ENROLLED AGENTS EDU- 

CATION FOUNDATION, ROCKVILLE, MD: 
1,814,128, CANC. INT. CL. 41. 

NATIONAL ASSOCIATION OF GARAGE DOOR MANUFACTUR- 

ERS, CLEVELAND, OH: 
1,812,095, CANC. INT. CL. 16. 

NATIONAL ASSOCIATION OF SECURITIES DEALERS, INC., 
WASHINGTON, DC: 

1,811,979, CANC. INT. CL. 9. 
1,813,553, CANC. INT. CL. 9. 

NATIONAL BIOMEDICAL RESEARCH FOUNDATION, WASH- 
INGTON, DC: 

1,811,912, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 16. 

NATIONAL BOARD FOR PROFESSIONAL TEACHING STAND- 
ARDS, INC., DETROIT, MI: 

1,893,850, COR. INT. CL. 42. 

NATIONAL BOOK WAREHOUSES, INC., KNOXVILLE, TN, 
BOOKENDS DISCOUNT BOOKSTORES, INC., KNOXVILLE, 
TN: 


LTD., TOKAI-SHI, AICHI, 


1,614,502. REN. 1-12-01. INT. CL. 42. 
NATIONAL CAR RENTAL SYSTEM, INC., MINNEAPOLIS, MN: 
1,572,460, CANC. INT. CL. 39. 
NATIONAL CENTER FOR MANUFACTURING SCIENCES, INC., 
ANN ARBOR, MI: 
1,573,793, CANC. INT. CL. 36. 
NATIONAL CENTER FOR PASTORAL LEADERSHIP, INC., SE- 
VERNA PARK, MD: 
2,429,516, PUB. 11-28-2000. INT. CL. 41. 
NATIONAL CHILD ABUSE DEFENSE AND RESOURCE CEN- 
TER, INC., HOLLAND, OH: 
2,430,012, PUB. 11-28-2000. INT. CL. 41. 
NATIONAL CITY CORPORATION, CLEVELAND, OH: 
2,430,396, INT. CL. 36. 
2,430,475, INT. CL. 36. 
NATIONAL COALITION AGAINST PORNOGRAPHY, CIN- 
CINNATI, OH: 
1,812,472, CANC. INT. CL. 41. 
NATIONAL COLLEGE SERVICES, LTD., GAITHERSBURG, MD: 
1,813,517, CANC. INT. CL. 9. 
NATIONAL COMPUTER PRINT, INC., BIRMINGHAM, AL: 
1,615,317. REN. 1-601. INT. CL. 35. 
NATIONAL COMPUTER RENTAL ASSOCIATION, ST. LOUIS, 


2,429,857, PUB. 11-28-2000. U.S. CL. 200. 
NATIONAL COUNCIL FOR COMMUNITY BEHAVIORAL 
HEALTHCARE, THE, ROCKVILLE, MD: 
2,430,564, INT. CL. 16. 
NATIONAL COUNCIL OF YOUNG MEN’S CHRISTIAN ASSO- 
CIATIONS, THE, CHICAGO, IL: 
2,429,544, PUB. 11-28-2000. INT. CL. 41. 
NATIONAL EDUCATION ASSOCIATION, WASHINGTON, DC: 
1,813,194, CANC. INT. CL. 42. 
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NATIONAL FEDERATION OF THE BLIND, THE, BALTIMORE, 
MD: 


2,429,074, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
9, 10, 14, 16, 18, 21, 24, 25, 28 AND 31. 
NATIONAL HOCKEY LEAGUE, NEW YORK, NY: 
891,762. REN. 1-12-01. U.S. CL. 200. 
NATIONAL HOCKEY LEAGUE, MONTREAL, QUEBEC H3B 
2W2, CANADA: 
1,814,469, CANC. INT. CL. 25. 
NATIONAL IDEA CENTER, WASHINGTON, DC: 
1,812,544, CANC. INT. CL. 42. 
1,812,545, CANC. INT. CL. 42. 
1,812,547, CANC. INT. CL. 42. 
1,812,548, CANC. INT. CL. 42. 
1,812,549, CANC. INT. CL. 42. 
1,812,550, CANC. INT. CL. 42. 
1,812,551, CANC. INT. CL. 42. 
1,812,552, CANC. INT. CL. 42. 
1,814,232, CANC. INT. CL. 42. 
1,814,240, CANC. INT. CL. 42. 
NATIONAL INDUSTRIAL SERVICES, INCORPORATED, ST. 
LOUIS, MO: 
1,814,596, CANC. INT. CL. 35. 
NATIONAL INFORMATION BUREAU, LTD., PRINCETON JUNC- 
TION, NJ: 
2,430,193, MULTIPLE CLASS, INT. CLS. 36 AND 42. 
NATIONAL INVENTOR FRAUD CENTER, INC., FARGO, ND: 
2,430,534, INT. CL. 42. 
NATIONAL LIBRARY OF MEDICINE, THE, BETHESDA, MD: 
1,606,923. REN. 1-6-01. INT. CL. 42. 
NATIONAL LP-GAS ASSOCIATION, THE, OAK BROOK, IL: 
1,572,307, CANC. INT. CL. 35. 
1,572,519, CANC. INT. CL. 42. 
NATIONAL MUSEUM OF WOMEN IN THE ARTS, THE, WASH- 
INGTON, DC: 
2,429,196, PUB. 11-28-2000. INT. CL. 16. 
2,429,197, PUB. 11-28-2000. U.S. CL. 200. 
NATIONAL RESOURCES, INC., ROCKVILLE, MD: 
1,127,963, CANC. INT. CL. 35. 
1,127,964, CANC. INT. CL. 35. 
1,127,994, CANC. INT. CL. 39. 
NATIONAL RURAL HEALTH ASSOCIATION, KANSAS CITY, 


1,572,668, CANC. INT. CL. 42. 

NATIONAL SEMI-TRAILER CORP., ORLANDO, FL: 
1,602,895. REN. 1-10-01. INT. CL. 39. 

NATIONAL TRADE PRODUCTION, INC., ALEXANDRIA, VA: 
1,814,566, CANC. MULTIPLE CLASS, INT. CLS. 35 AND 

41. 
NATIONAL WHEELCHAIR BASKETBALL ASSOCIATION, 
SCHAUMBURG, IL: 

1,572,482, CANC. INT. CL. 41. 

NATIONAL WILDLIFE FEDERATION, WASHINGTON, DC: 
1,812,571, CANC. U.S. CL. 200. 

NATIONAR, NEW YORK, NY: 
1,813,127, CANC. INT. CL. 36. 

NATIONWIDE SYNDICATIONS, INC., BARRINGTON, IL: 
1,812,777, CANC. INT. CL. 9. 

NATIVE AMERICA, HAUPPAUGE, NY: 
2,429,833, PUB. 11-28-2000. INT. CL. 21. 

NATORI COMPANY INCORPORATED, THE, NEW YORK, NY: 
1,814,442, CANC. INT. CL. 18. 

NATREL INC., LONGUEUIL, QUEBEC, CANADA: 
1,813,883, CANC. MULTIPLE CLASS, INT. CLS. 29 AND 

30. 

NATURAL ORGANICS INC., MELVILLE, NY: 

2,429,161, PUB. 11-28-2000. INT. CL. 5. 
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NATURAL ORGANICS, INC., FARMINGDALE, NY: 
1,812,685, CANC. INT. CL. 5. 
NATURALMAX, INC., PARK CITY, UT: 
2,429,043, PUB. 4-14-1998. INT. CL. 5 
NATURE’S ANSWER, INC., HAUPPAGUE, NY: 
2,429,194, PUB. 12-28-1999. INT. CL. 5. 
NAUMOVICH, NICHOLAS PERA, JR., PLANO, TX: 
1,813,489, CANC. INT. CL. 9. 
NAVAJO COMPANY, MILPITAS, CA: 
1,814,007, CANC. MULTIPLE CLASS, INT. CLS. 35 AND 
42 
NAVIGATORS, THE, COLORADO SPRINGS, CO: 
1,812,102, CANC. INT. CL. 16. 
1,813,661, CANC. INT. CL. 16. 
1,814,129, CANC. INT. CL. 41. 
NBC FOURTH REALTY CORP., NORTH LAS VEGAS, NV: 
2,430,299, INT. CL. 41 
NCC INDUSTRIES, INC., CORTLAND, NY: 
1,573,532, CANC. INT. CL. 25. 
NCH CORPORATION, IRVING, TX: 
1,135,412. REN. 1-10-01. INT. CL. 3. 
NCO INVESTORS L.P., NEW YORK, NY: 
1,572,033, CANC. INT. CL. 25. 
NCT AG, CH-6003 LUZERN, SWITZERLAND: 
2,429,545, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
9 AND 16. 
NEARLY BROS., INC., CHARLOTTESVILLE, VA: 
2,430,130, PUB. 11-28-2000. INT. CL. 42 
NEC USA, INC., MELVILLE, NY: 
2,429,085, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
9 AND 38. 
NEGOCIOS DE CAMPANA S.A., SAN JOSE, COSTA RICA: 
2,430,279, MULTIPLE CLASS, INT. CLS. 18 AND 22. 
NEIGHBORHOOD PRODUCTIONS, LAKEWOOD, CO, DBA 
DOTSERO: 
2,429,282, PUB. 11-28-2000. INT. CL. 41. 
NEIMAN MARCUS GROUP, INC., THE, CHESTNUT HILL, MA: 
1,572,043, CANC. INT. CL. 25 
NELMOR COMPANY, INC., NORTH UXBRIDGE, MA: 
1,813,218, CANC. INT. CL. 7. 
NELSON & ASSOCIATES RESEARCH, INC., CLINTON TOWN- 
SHIP, MI 
2,430,312, INT. CL. 6. 
NEOSIGN AS, N-4560 VANSE, NORWAY: 
1,811,893, CANC. INT. CL. 9. 
NEP, LLC, WESTBROOK, ME: 
2,430,300, INT. CL. 38. 
NERA AS, 5061 KOKSTAD, NORWAY: 
2,263,892, CANC. INT. CL. 36. 
NERD SHOP, INC., THE, MADISON, WI: 
1,814,196, CANC. INT. CL. 42. 
NEST ENTERTAINMENT INCORPORATED, IRVING, TX: 
1,918,806, COR. INT. CL. 16. 
NET PERCEPTIONS, INC., EDEN PRAIRIE, MN: 
2,430,016, PUB. 11-28-2000. INT. CL. 41. 
NET RESULTS, INC., ATLANTA, GA: 
1,814,000, CANC. INT. CL. 35. 
NETBASE COMPUTING, INC., EL SEGUNDO, CA: 
2,429,515, PUB. 11-28-2000. INT. CL. 42. 
NETNATION COMMUNICATIONS (CANADA) _INC., 
COUVER, BC, CANADA: 
2,429,129, PUB. 11-28-2000. INT. CL. 42 
NETPOSSIBILITIES LLC, HARTFORD, CT: 
2,429,248, PUB. 11-28-2000. INT. CL. 37. 
NETPROFESSION, INC., HOLLYWOOD, FL: 
2,429,491, PUB. 11-28-2000. INT. CL. 42. 
NETWORK DIMENSIONS, INC, SAN JOSE, CA: 
1,812,818, CANC. INT. CL. 9. 
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NEUTRINO DEVELOPMENT CORPORATION, HOUSTON, TX: 
2,429,614, PUB. 11-28-2000. INT. CL. 42. 

NEW ENGLAND LOG HOMES, INC., HAMDEN, CT: 
1,128,274, CANC. INT. CL. 16. 

NEW GENERATION FOODS, INC., OGLESBY, IL: 
1,814,509, CANC. INT. CL. 30. 

NEW HAMPSHIRE ANTIQUES DEALERS ASSOCIATION, INC., 
NORTHFIELD, NH: 

2,429,279, PUB. 11-28-2000. INT. CL. 41. 

NEW HAVEN RAILROAD HISTORICAL & TECHNICAL ASSO- 
CIATION, INC., JASPER, AL: 

1,812,141, CANC. INT. CL. 16. 

NEW HOPE MILLS, MORAVIA, NY: 

2,429,778, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
29, 30 AND 31. 
NEW MILLENNIUM CARE, INC., EAST AURORA, NY FROM 
NEW MILLENNIUM CARE, LLC, EAST AURORA, NY: 
2,430,302, INT. CL. 35. 
NEW MILLENNIUM, THE, LAGUNA BEACH, CA: 
1,812,930, CANC. INT. CL. 18. 

NEW PLAN EXCEL REALTY TRUST, INC., NEW YORK, NY 

FROM EXCEL REALTY TRUST, SAN DIEGO, CA: 
2,430,332, MULTIPLE CLASS, INT. CLS. 36 AND 37. 

NEW SKIES SATELLITES N.V., 2517 KR THE HAGUE, NETHER- 
LANDS: 

2,429,988, PUB. 11-28-2000. INT. CL. 38. 

NEW TECHNOLOGY MARKETING, INC., KINGS MOUNTAIN, 
NC: 

1,813,764, CANC. INT. CL. 21. 

NEW WEST VENTURES, LLC, BOZEMAN, MT: 
2,429,331, PUB. 11-28-2000. INT. CL. 42. 

NEW WORLD MARINE, INC., POMPANO BEACH, FL: 
1,813,395, CANC. INT. CL. 7. 

NEW YORK TIMES COMPANY, THE, NEW YORK, NY: 
1,812,474, CANC. INT. CL. 41. 

NEWELL OPERATING COMPANY, FREEPORT, IL, EZ PAINTR 
CORPORATION, MILWAUKEE, WI: 

1,134,097. REN. 1-6-01. INT. CL. 16. 
NEWGEN SOFTWARE INC., ALEXANDRIA, VA: 
2,429,132, PUB. 5-2-2000. INT. CL. 35. 

NEWPORT NEWS, INC., NEW YORK, NY: 
2,429,982, PUB. 11-28-2000. INT. CL. 35. 
2,430,406, INT. CL. 25. 

NEWSMITH STAINLESS LTD., LIVERSEDGE, WEST YORK- 
SHIRE, ENGLAND: 

1,569,265. REN. 1-11-01. INT. CL. 7. 
NEWSPACE, INC., ST. LOUIS, MO: 
1,806,127, AM. INT. CL. 20. 

NEWTON MFG. CORP., NEW YORK, NY: 
1,128,329, CANC. INT. CL. 25. 

NEWTON, FRIEDA J., DARIEN, CT: 
2,430,499, INT. CL. 18. 

NEXTEL COMMUNICATIONS, INC., MCLEAN, VA: 
2,430,370, INT. CL. 38. 

NGUYEN, TAN VAN, SAN DIEGO, CA: 
2,430,476, INT. CL. 42. 

NICHOLS, BARBARA M., MIDDLESEX, NJ: 
2,430,480, INT. CL. 16. 

NIELSEN MANUFACTURING LIMITED, AUCKLAND, NEW 
ZEALAND, NIELSEN MANUFACTURING LIMITED, 
GREENLANE, AUCKLAND, NEW ZEALAND: 

1,596,445. REN. 1-6-01. INT. CL. 19. 

NIELSEN-KELLERMAN CO., CHESTER, PA: 

2,429,691, PUB. 11-28-2000. INT. CL. 9. 

NIKE, INC.: 

1,128,333, CANC. INT. CL. 25. 

NIKE, INC., BEAVERTON, OR: 

1,595,356. REN. 1-6-01. INT. CL. 16. 
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NILFISK-ADVANCE A/S, BRONDBY, DENMARK, A/S FISKER 
& NIELSEN, COPENHAGEN, DENMARK: 


695,570. REN. 1-8-01. U.S. CL. 21 (INT. CL. 9). 
NINA RICCI, S.A.R.L., PARIS, FRANCE, DBA NINA RICCI AND 
PARFUMS NINA RICCI: 
1,812,967, CANC. INT. CL. 25. 
NINGBO NANLIAN FROZEN FOODS COMPANY, 
JIANGSHAN TOWN, ZHEJIANG PROVINCE, CHINA: 
2,429,433, PUB. 11-28-2000. INT. CL. 29. 
2,429,434, PUB. 11-28-2000. INT. CL. 29. 
NINTENDO OF AMERICA INC., REDMOND, WA: 
2,343,287, COR. INT. CL. 9. 
NIOXIN RESEARCH LABORATORIES, INC., LITHIA SPRINGS, 
GA: 
2,430,248, INT. CL. 3. 
NITROGENOUS INDUSTRIES CORP., ATLANTA, GA: 
2,429,704, PUB. 11-28-2000. INT. CL. 5. 
NITTANY CORPORATION, WILMINGTON, DE, CHARLES G. 
SUMMERS, JR., INC., NEW FREEDOM, PA: 
1,136,339. REN. 1-9-01. INT. CL. 29. 
NMC DIALYSIS SERVICES, INC., WALTHAM, MA: 
1,814,554, CANC. INT. CL. 42. 
NOKIA TELECOMMUNICATIONS OY, 00045 NOKIA GROUP, 
FINLAND: 
2,429,057, PUB. 3-14-2000. MULTIPLE CLASS, INT. CLS. 
9, 37 AND 38. 
NOLAN, CAROL, CALLAHAN, FL: 
2,430,076, PUB. 11-28-2000. INT. CL. 25. 
NOLL, RHYN, CRESCENT CITY, CA: 
2,430,013, PUB. 11-28-2000. INT. CL. 28. 
NOMAX INC., ST. LOUIS, MO: 
1,571,528, CANC. INT. CL. 3. 
NONU INC., ST. GEORGE, UT: 
2,429,628, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
5 AND 30. 
NORBEST, INC., MIDVALE, UT: 
2,430,243, INT. CL. 42. 
NORDISK GENTOFTE A/S, 2828 GENTOFTE, DENMARK: 
1,128,136, CANC. INT. CL. 5. 
NORITAL INTERNATIONAL, LTD., BREA, CA: 
1,571,548, CANC. INT. CL. 5. 
NORMAN, FOX & CO., VERNON, CA: 
1,597,054. REN. 1-10-01. INT. CL. 3. 
NORTH & JUDD, INC., MIDDLETOWN, CT: 
882,727, CANC. U.S. CL. 13. 
NORTH AMERICAN BROADCASTING CO., COLUMBUS, OH: 
2,429,319, PUB. 8-8-2000. INT. CL. 38. 
NORTH AMERICAN CONTAINER CORP., DALLAS, TX: 
1,812,349, CANC. MULTIPLE CLASS, INT. CLS. 35 AND 
42. 
NORTH BEACH LEATHER INTERNATIONAL, INC., SAN FRAN- 
CISCO, CA: 
1,813,825, CANC. INT. CL. 25. 
NORTH CENTRAL PLASTICS, INC., ELLENDALE, MN: 
1,132,132. REN. 1-6-01. INT. CL. 9. 
NORTH POLE US LLC, FREMONT, CA, JINWOONG, INC., SAN 
JOSE, CA: 
1,597,490. REN. 1-8-01. INT. CL. 22. 
NORTH WEST LIFE ASSURANCE COMPANY OF CANADA, 
THE, VAN COUVER, BRITISH COLUMBIA, CANADA: 
2,429,510, PUB. 11-28-2000. INT. CL. 36. 
NORTHERN STAR CO., MINNEAPOLIS, MN: 
1,596,986. REN. 1-6-01. INT. CL. 29. 
NORTHERN STATES POWER COMPANY, MINNEAPOLIS, MN: 
1,610,140. REN. 1-11-01. INT. CL. 39. 
NORTHERN TRUST CORPORATION, CHICAGO, IL: 
2,429,949, PUB. 11-28-2000. INT. CL. 36. 
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NORTHERN VIRGINIA ASSOCIATION OF REALTORS, INC., 
MERRIFIELD, VA: 


1,812,083, CANC. INT. CL. 16. 
NORTHSOUND MUSIC GROUP, INC., HAZELHURST, WI, 
NORTHWORD PRESS, INC., MINOCQUA, WI: 
1,641,710. REN. 1-6-01. INT. CL. 9. 
NORTHWEST EQUITY CORP., AMERY, WI 
2,053,347, CANC. INT. CL. 36. 
NORTHWESTERN CORPORATION, SIOUX FALLS, SD: 
2,429,932, PUB. 11-28-2000. INT. CL. 39. 
2,429,933, PUB. 11-28-2000. INT. CL. 42. 
2,429,934, PUB. 11-28-2000. INT. CL. 39. 
2,429,935, PUB. 11-28-2000. INT. CL. 42. 
2,429,936, PUB. 11-28-2000. INT. CL. 16. 
NORWEGIAN COASTAL VOYAGE INC., NEW YORK, NY: 
2,429,713, PUB. 11-28-2000. INT. CL. 39. 
NORWEST MORTGAGE, INC., DES MOINES, IA: 
2,429,128, PUB. 11-28-2000. INT. CL. 36. 
NOTICECAST SOFTWARE LIMITED, TWICKENHAM MID- 
DLESEX TW2 SSN, UNITED KINGDOM: 
2,429,503, PUB. 11-28-2000. INT. CL. 9. 
NOURBEL GENEVA S.A., NEW YORK, NY: 
2,430,057, PUB. 11-28-2000. INT. CL. 14. 
NOVACARE ORTHOTICS & PROSTHETICS EAST, INC., KING 
OF PRUSSIA, PA: 
1,594,563. REN. 1-12-01. INT. CL. 37 
NOVALEK, INC., HAYWARD, CA: 
1,572,701, CANC. INT. CL. 1. 
NOVAMEDIX DISTRIBUTION LIMITED, FALLS CHURCH, CY- 


PRUS, NOVAMEDIX LTD., ANDOVER, HAMPSHIRE, ENG- 
LAND: 


1,612,837. REN. 1-12-01. INT. CL. 10. 

NOVARTIS CORPORATION, SUMMIT, NJ, CIBA-GEIGY COR- 
PORATION, TARRYTOWN, NY: 

1,599,155. REN. 1-11-01. INT. CL. 5. 

NOVASTOR CORPORATION, WESTLAKE VILLAGE, CA: 
1,814,368, CANC. INT. CL. 9. 

NOVO NORDISK A/S, DK-2880 BAGSVAERD, DENMARK: 
1,811,998, CANC. INT. CL. 10. 

NOVUS CREDIT SERVICES INC., RIVERWOODS, IL 
1,813,157, CANC. INT. CL. 41. 
1,814,521, CANC. INT. CL. 36. 

NOXELL CORPORATION, HUNT VALLEY, MD: 
1,814,321, CANC. INT. CL. 3. 

NPS HOLDINGS, INC., CHICAGO, IL: 

2,430,349, MULTIPLE CLASS, INT. CLS. 35 AND 42. 

NRG BARRIERS, INC., SACO, ME: 

1,813,725, CANC. INT. CL. 17. 

NSI ENTERPRISES, INC., ATLANTA, GA, NATIONAL SERVICE 
INDUSTRIES, INC., ATLANTA, GA, DBA ZEP MANUFAC- 
TURING COMPANY: 

881,127. REN. 1-11-01. US. CL. 6 (INT. CL. 2). 

NSS ENTERPRISES, INC., TOLEDO, OH, NATIONAL SUPER 

SERVICE COMPANY, THE, MAUMEE, OH: 
1,600,410. REN. 1-12-01. INT. CL. 9. 
NTW, INCORPORATED, WOODBRIDGE, VA: 

1,812,867, CANC. INT. CL. 12. 
NU-TEK FOODS, INC., WAPAKONETA, OH: 
1,814,594, CANC. INT. CL. 29. 
NU-WAY WEINERS, INC., MACON, GA: 
1,141,910. REN. 1-9-01. MULTIPLE CLASS, INT. CLS. 30 
AND 42. 
NUM S.A., 95101 ARGENTEUIL CEDEX, FRANCE: 
1,592,789. REN. 1-9-01. INT. CL. 9. 
NUNYA BUSINESS, INC., MURRAY, UT: 
1,812,207, CANC. INT. CL. 25. 
NUSTAR, INC., MINNEAPOLIS, MN: 
2,429,193, PUB. 11-28-2000. INT. CL. 7. 
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NUTONE INC., CINCINNATI, OH: 
2,430,264, INT. CL. 11. 
NUTRASENSE COMPANY, THE, SHAWNEE MISSION, KS: 
2,429,862, PUB. 11-28-2000. INT. CL. 5. 
NUVO ACCESSORIES, LTD., NEW YORK, NY: 
1,813,810, CANC. MULTIPLE CLASS, INT. CLS. 25 AND 
26. 
NVIEW CORPORATION, NEWPORT NEWS, VA 
1,812,745, CANC. INT. CL. 9. 
NYNEX CORPORATION, NEW YORK, NY: 
1,813,695, CANC. INT. CL. 16. 
1,814,376, CANC. INT. CL. 9. 
O-CEDAR BRANDS, INC., SPRINGFIELD, OH, DRACKETT 
COMPANY, THE, CINCINNATI, OH: 
1,596,981. REN. 1-6-01. INT. CL. 21. 
O-IN DESIGN AUTOMATION, INC., SAN JOSE, CA FROM 
WHITE, STEVE, SAN JOSE, CA: 
2,430,162, INT. CL. 9. 
O'GRADY, BRIAN, WATERTOWN, ME: 
2,430,336, INT. CL. 30. 
O’KAY, LINDA, ROSWELL, GA: 
1,814,589, CANC. INT. CL. 16. 
OAK BROOK BANK, OAK BROOK, IL: 
2,430,229, INT. CL. 36. 
OAK PARK ENTERPRISES LTD., ELIE, MANITOBA, CANADA: 
1,607,162. REN. 1-11-01. MULTIPLE CLASS, INT. CLS. 7, 
16 AND 41. 
OAK PRINTING COMPANY, THE, STRONGSVILLE, OH: 
2,429,722, PUB. 11-28-2000. INT. CL. 42. 
OAKVILLE GROCERY CORPORATION, NAPA, CA: 
2,429,815, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
18, 21, 24, 25, 29, 30 AND 33. 
OATEY CO., CLEVELAND, OH: 
2,430,478, INT. CL. 19. 
OBERMAN, TIVOLI, MILLER & PICKERT, INC., LOS ANGELES, 


CA FROM OBERMAN, TIVOLI & MILLER LIMITED, LOS 
ANGELES, CA: 


2,430,269, INT. CL. 9. 
OBERWETTER DRYE, INC., STONE MOUNTAIN, GA: 
1,813,735, CANC. INT. CL. 18. 
OCCUPATIONAL HEALTH SERVICES, INC., LARKSPUR, CA: 
1,812,505, CANC. INT. CL. 42. 
1,813,988, CANC. INT. CL. 35. 
OCEAN BEAUTY SEAFOODS, INC., SEATTLE, WA, NEW ENG- 
LAND FISH COMPANY, SEATTLE, WA: 
1,139,698. REN. 1-6-01. INT. CL. 29. 
OCEAN COFFEE COMPANY, INC., SHREVEPORT, LA: 
2,429,430, PUB. 11-28-2000. INT. CL. 5. 
OCEAN DIAMOND, INC., OAKLAND, NJ: 
1,813,081, CANC. INT. CL. 29. 
OCEAN PACIFIC APPAREL CORP., IRVINE. CA, OCEAN PA- 
CIFIC SUNWEAR, LTD., TUSTIN, CA: 
1,594,622. REN. |-9-01. INT. CL. 41. 
ODELL BREWING COMPANY, INC., FORT COLLINS, CO: 
1,993,224, CANC. INT. CL. 32. 
2,007,622, CANC. INT. CL. 32. 
ODONTOGRAPHIC MFG. CO., INC., SOUTH PLAINFIELD NJ 
690,615, CANC. U.S. CL. 44. 
OFFICE OF THE COMMISSIONER OF BASEBALL, NEW YORK, 
NY: 
1,571,948, CANC. MULTIPLE CLASS, INT 
25. 
1,812,971, CANC. INT. CL. 25. 
OHIO RENAISSANCE FESTIVAL, INC., WAYNESVILLE, OH: 
1,814,603, CANC. INT. CL. 41. 
OIL-DRI CORPORATION OF AMERICA, CHICAGO, IL: 
2,430,367, INT. CL. 31 
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OJ ELEKTRONIK A/S, DK-6400 SONDERBORG, DENMARK: 
2,429,081, PUB. 7-18-2000. INT. CL. 9. 
OLD FASHION, INC., SCRANTON, PA, OLD FASHION MA’S 
ROOT BEER BOTTLING COMPANY, WILKES-BARRE, PA: 
517,637. REN. 1-8-01. U.S. CL. 45 (INT. CL. 32). 
OLD NAVY (APPAREL) INC., SAN BRUNO, CA: 
2,430,381, INT. CL. 25. 
2,430,450, INT. CL. 25 

OLDER & BOLDER SENIOR STORE COMPANY, LOUISVILLE, 
Co: 

2,429,659, PUB. 11-28-2000. INT. CL. 35. 

OLEG CASSINI, INC., NEW YORK, NY: 

1,601,768. REN. 1-10-01. INT. CL. 3. 
OLIVE JAR STUDIOS, INC., BOSTON, MA: 
1,609,399. REN. 1-12-01. INT. CL. 41. 
OLIVER & WINSTON, INC., BURBANK CA: 
128,169, CANC. U.S. CL. 35. 
OLMSTED, JAMES W., DES MOINES, IA: 
2,430,335, INT. CL. 41. 

OLYMPIA ENTERTAINMENT, INC., DETROIT, MI, OLYMPIA 

ARENAS, INC., DETROIT, MI: 
1,633,544, REN. 1-10-01. INT. CL. 42. 
OLYMPIC BUILDERS OF WESTERN NEW YORK, INC., ROCH- 
ESTER, NY: 
1,813,139, CANC. INT. CL. 37. 
OLYMPIC LUGGAGE CORPORATION, KANE, PA: 
697,635, CANC. U.S. CL. 3. 

OLYMPUS OPTICAL COMPANY LIMITED, TOKYO, JAPAN, 
OLYMPUS OPTICAL COMPANY LIMITED, SHIBUYA-KU, 
TOKYO, JAPAN: 

1,126,800. REN. 1-11-01. INT. CL. 9. 
OMNI-X, INC., ENGLEWOOD, CO: 
1,813,397, CANC. INT. CL. 7 
OMNICO OF FLORIDA, INC., FT. LAUDERDALE, FL: 
2,429,288, PUB. 5-16-2000. INT. CL. 42. 
OMNIVISION TECHNOLOGIES, INC., SUNNYVALE, CA: 
2,429,765, PUB. 11-28-2000. INT. CL. 9. 
2,429,766, PUB. 11-28-2000. INT. CL. 9. 
ON COMMAND VIDEO CORPORATION, SAN JOSE, CA, ON 
COMMAND VIDEO CORPORATION, SANTA CLARA, CA: 

1,597,838. REN. 1-10-01. INT. CL. 38. 

ON THE RUN, INC., PLYMOUTH, MN: 
2,429,403, PUB. 11-28-2000. INT. CL. 41. 

ON-SITE HEARING SERVICES, INC., MINNEAPOLIS, MN: 
1,814,070, CANC. INT. CL. 37. 
1,814,072, CANC. INT. CL. 37. 

OPEN, INC., COLORADO SPRINGS, CO: 
1,813,413, CANC. INT. CL. 9. 

OPSON, INC., PENNGROVE, CA: 
1,572,168, CANC. INT. CL. 29. 

OPTIKINETICS LIMITED, LUTON, BEDFORDSHIRE, UNITED 

KINGDOM: 

1,596,059. REN. 1-8-01. INT. CL. 6. 

ORANGE COMMUNICATIONS, INC., WAYZATA, MN: 
1.813.221, CANC. INT. CL. 9. 

ORANGE COUNTY BAR FOUNDATION, INC, IRVINE, CA: 
2,342,948, COR. INT. CL. 41. 

ORANGE GLO INTERNATIONAL, INC., LITTLETON, CO: 
2,430,077, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 

3 AND 5. 

OREGON CATHOLIC PRESS, INC., PORTLAND, OR: 
2,430,378, INT. CL. 16. 

ORIENTAL BREWERY CO., LTD., YONGDEUNGPO-KU, SEOUL, 

REPUBLIC OF KOREA: 
1,813,111, CANC. INT. CL. 33. 
ORION CORPORATION, 02200 ESPOO, FINLAND: 
2.429,020, PUB. 10-15-1996. INT. CL. 3. 
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ORION FOOD SYSTEMS, INC, SIOUX FALLS, SD, SCHWAN’S 

SALES ENTERPRISES, INC., MARSHALL, MN: 
1,646,945. REN. 1-11-01. INT. CL. 30. 

ORION INDUSTRIES, INC., TEMPE, AZ, MACBETH, ROLAND, 
VALENCIA, CA: 

1,595,043. REN. 1-12-01. INT. CL. 9. 

ORION INDUSTRIES, INC., TEMPE, AZ: 

1,811,968, CANC. INT. CL. 9. 
ORION RESEARCH INC., BEVERLY, MA: 
2,429,072, PUB. 11-28-2000. INT. CL. 9 

ORS PUBLISHING, INC., BETHESDA, MD: 

1,811,946, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 16 

ORSCHELN FARM AND HOME SUPPLY INC., MOBERLY, MO: 

1,814,252, CANC. INT. CL. 42. 

OSBORNE, STUART LANE, CONWAY, SC: 

2,429,688, PUB. 11-28-2000. INT. CL. 16. 
OSCAR MAYER FOODS CORPORATION, MADISON, WI TO 
KRAFT FOODS HOLDINGS, INC, NORTHFIELD, IL: 

1,882,161, CANC. INT. CL. 16. 

OSCS SOFTWARE DEVELOPMENT, INC., BEND, OR: 
1,812,811, CANC. INT. CL. 9. 

OSIS, INC., BRONXVILLE, NY: 
2,430,177, INT. CL. 3. 

OSMOSE WOOD PRESERVING, INC., BUFFALO, NY: 
1,584,218. REN. 1-10-01. INT. CL. 2. 

OSRAM SYLVANIA INC., DANVERS, MA: 
1,573,181, CANC. INT. CL. 11. 

OSSIAN, INC., DAVENPORT, IA: 
1,572,765, CANC. INT. CL. 3. 

OTANI, HIDEKI, SOUTH SAN FRANCISCO, CA, DBA ORI- 

ENTAL TRADING COMPANY: 
1,635,637. REN. 1-6-01. INT. CL. 30. 
OUR OWN HARDWARE COMPANY, BURNSVILLE, MN: 
1,574,026, CANC. INT. CL. 42. 
OURBEGINNING.COM, INC., ORLANDO, FL: 
2,429,799, PUB. 11-28-2000. INT. CL. 35. 
OUT FRONT, INC., LYNBROOK, NY: 
1,813,710, CANC. INT. CL. 16. 
OUTER CIRCLE PRODUCTS, LTD., CHICAGO, IL: 
1,573,439, CANC. INT. CL. 21. 
OUTLOOK POLICY FORUM, INC., ATLANTA, GA: 
2,430,319, INT. CL. 42. 
OWCZARCZYK, DAVID J., HAMBURG, NY: 
2,430,413, INT. CL. 41. 
OWENS-CORNING FIBERGLAS CORPORATION, TOLEDO, OH: 
1,572,339, CANC. INT. CL. 35. 

OWNERS.COM, INC., SAN FRANCISCO, CAMBODIA FROM 
ABELE INFORMATION SYSTEMS, INC., SAN FRANCISCO, 
CA: 

2,430,315, INT. CL. 36. 
OY TAMPELLA AB, TAMPERE, FINLAND: 
1,127,814, CANC. INT. CL. 7. 
OZARK CORPORATION, DALLAS, TX, SELECTOR SERVICES, 
INC., DALLAS, TX: 
1,130,110. REN. 1-8-01. INT. CL. 36. 
P.A.C.E. ENGINEERING, INC., TULSA, OK: 
2,429,800, PUB. 11-28-2000. INT. CL. 42. 
P.I. ENGINEERING, INC., WILLIAMSTON, MI: 
2,429,269, PUB. 11-28-2000. INT. CL. 9. 
P&M CEDAR PRODUCTS, INC., STOCKTON, CA: 
1,128,236, CANC. INT. CL. 12. 
1,128,237, CANC. INT. CL. 12. 
PACCAR INC., BELLEVUE, WA: 
1,608,149. REN. 1-10-01. INT. CL. 

PACE FINANCIAL NETWORK: See— 
FINANCIAL PASSPORT, INC. 

PACER PERFORMANCE PRODUCTS, INC., LOS ANGELES, CA: 

2,429,915, PUB. 11-28-2000. INT. CL. 11. 
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PACIFIC’ ENVIRONMENTAI, SYSTEMS, SAN DIEGO, CA: 
2,429,899, PUB. 11-28-2000. INT. CL. 10. 

PACIFIC COMMUNICATION SCIENCES, INC., SAN DIEGO, CA: 
1,813,456, CANC. INT. CL. 9. 


PACIFIC CONSULTANTS, LLC., MOUNTAIN VIEW, CA: 
2,429,792, PUB. 11-28-2000. INT. CL. 42. 

PACIFIC RESEARCH LABORATORIES, INC., EL CAJON, CA: 
1,137,201. REN. 1-6-01. INT. CL. 5. 

PACIFIC SALES ASSOCIATES, INC., BURLINGAME, CA: 
1,813,113, CANC. INT. CL. 33. 

PACIFIC SUNWEAR OF CALIFORNIA, ANAHEIM, CA: 
2,429,854, PUB. 11-28-2000. INT. CL. 35. 

PACIFIC TELESIS GROUP, SAN FRANCISCO, CA: 
1,591,321. REN. 1-12-01. INT. CL. 38. 
1,813,146, CANC. INT. CL. 38. 

PACIFICO ENTERPRISES, DAYTON, OH: 
1,571,551, CANC. INT. CL. 5. 

PACK, CINDY M., AMERICAN FORK, UT, DBA LITTLE THINGS 

MEAN ALOT: 

2,429,692, PUB. 11-28-2000. INT. CL. 25. 


PACKAGE SERVICE COMPANY, KANSAS CITY, MO: 
1,611,267. REN. 1-12-01. INT. CL. 20. 
PACKHAM ANDERSON LIMITED, LONDON, W10 5QZ, ENG- 
LAND: 
1,813,783, CANC. INT. CL. 25. 


PAGE, COBAK & COMPANY, INC., CHELMSFORD, MA: 
1,814,009, CANC. INT. CL. 35. 
PAGINE CORPORATION, SAN JOSE, CA: 
1,814,367, CANC. INT. CL. 9. 
PAINTER, BRITA, NOVATO, CA, DBA PAINTER OUTDOOR 
GEAR: 
2,430,429, INT. CL. 18. 
PALMER CANDY COMPANY, SIOUX CITY, IA: 
2,429,555, PUB. 11-28-2000. INT. CL. 30. 
PAN-AMERICAN DIAMOND CORP., NEW YORK, NY: 
1,814,580, CANC. INT. CL. 14. 
PANACEA SOLUTIONS, INC, BERNARDSVILLE, NJ: 
2,429,990, PUB. 11-28-2000. INT. CL. 9. 
PANDA MANAGEMENT COMPANY, INC., SOUTH PASADENA, 
CA: 
2,430,444, INT. CL. 42. 
PANIPLUS COMPANY, THE, OLATHE, KS: 
1,136,363. REN. 1-9-01. INT. CL. 30. 
PAPETTI, DONNA MARIE, SOUTH GLASTONBURY, CT: 
1,813,944, CANC. INT. CL. 30. 
PARAGON FURNITURE, INC., FORT WORTH, TX: 
1,812,949, CANC. INT. CL. 20. 
PARAMAX SYSTEMS CORPORATION, MCLEAN, VA: 
1,812,595, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 16. 
PARAMOUNT PICTURES CORPORATION, LOS ANGELES, CA: 
1,597,873. REN. 1-9-01. INT. CL. 41. 
PARAMOUNT PICTURES CORPORATION: See— 
ARTCRAFT PRODUCTIONS INC. 
PARAMOUNT TECHNICAL PRODUCTS INC., SPEARFISH, SD: 
1,596,457. REN. 1-10-01. INT. CL. 19. 
PARGMAN, NEAL, WOODLAND HILLS, CA, DBA SAVE THE 
EARTH: 
1,602,173. REN. 1-11-01. INT. CL. 16. 
PARK B. SMITH, INC., NEW YORK, NY, DBA PARK B. SMITH 
LTD.: 


1,611,290. REN. 1-9-01. MULTIPLE CLASS, INT. CLS. 24 
AND 27. 


PARK PLACE ENTERTAINMENT CORPORATION, LAS VEGAS, 
NV: 
2,429,886, PUB. 11-28-2000. INT. CL. 41. 
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PARK WEST GALLERIES, INC., SOUTHFIELD, MI: 

1,602,718. REN. 1-12-01. MULTIPLE CLASS, INT 
37, 41 AND 42 

PARKINSON'S INSTITUTE, THE, SUNNYVALE, CA 
2,420,294, COR. INT. CL. 42. 

PARKROSE LABORATORIES LIMITED, SEATTLE, WA: 
2,430,154, INT. CL. 3. 

PARKS CORPORATION, SOMERSET, MA: 
1,812,170, CANC. INT. CL. 19 

PARKWAY PUBLICATIONS, INC., MAMARONECK, NY: 
1,813,686, CANC. INT. CL. 16. 

PARLAY INTERNATIONAL, INC., EMERVILLE, CA: 
1,600,735. REN. 1-12-01. INT. CL. 16 

PARLO INC., NEW YORK, NY AND PARLO INC., NEW YORK, 
NY FROM ADIPOSE MEDIA, INC., NEW YORK, NY: 

2,429,379, PUB. 11-7-2000. INT. CL. 41. 
2,429,380, PUB. 11-7-2000. INT. CL. 41 

PARRISH & HEIMBECKER, LIMITED, WINNIPEG, MANITOBA 

R3C 3Z3, CANADA: 
2,430,339, INT. CL. 30. 

PARSONS, SCOTT, HAWTHORNE, CA AND NORD, BILL, HAW- 
THORNE, CA AND BELLO, MARIO DEL, HAWTHORNE, CA 
AND ROJAS, JOEL “YOGI”, HAWTHORNE, CA: 

1,814,121, CANC. INT. CL. 41. 

PASCOE PHARMAZEUTISCHE PRAPARATE GMBH, 

GIESSEN, FED REP GERMANY: 
2,429,179, PUB. 11-28-2000. INT. CL. 5. 

PATERSON, JILL M., CANTON, CT AND DECARLI, MICHELLE, 
WINDSOR, CT AND PETTIBONE, MARIA, WINDSOR, CT 
AND ROSCA, ANNETTE, WINDSOR, CT TO PATERSON, JILL 
M., CANTON, CT AND DECARLI, MICHELLE, WINDSOR, CT 
AND PETTIBONE, MARIA, WINDSOR, CT AND ROSCA, AN- 
NETTE, WINDSOR, CT: 

2,352,390, COR. INT. CL. 16. 
PATRICK J. FRANKLIN AND MICHAEL J. FRANKLIN PART- 
NERSHIP, THE, WESTMORELAND, NH: 
1,812,082, CANC. INT. CL. 16. 
PAUL FLUM IDEAS, INC., ST. LOUIS, MO: 
1,136,211. REN. 1-10-01. INT. CL. 20. 
PAUL OVERMAN, PH.D. & ASSOCIATES, COVINGTON, KY: 
1,811,917, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 41 
PAYASO PRODUCTS, SAN LUIS OBISPO, CA: 
1,813,045, CANC. INT. CL. 28. 
PAYLESS DRUG STORES NORTHWEST, INC., WILSONVILLE, 
OR: 

1,814,176, CANC. INT. CL. 42 

PAYMENT PROTECTION SYSTEMS, INC., TEMECULA, CA: 
2,429,620, PUB. 11-28-2000. INT. CL. 9. 

PEABODY COAL COMPANY, FLAGSTAFF, AZ: 
1,812,554, CANC. INT. CL. 42. 

PEABODY PRODUCTS, INC., FAIRFIELD, CT: 
1,812,306, CANC. INT. CL. 30. 

PEACOCK, MARK D., JACKSONVILLE, FL: 
2,429,976, PUB. 11-28-2000. INT. CL. 41. 

PEAK POTENTIALS, INC., DALLAS, TX: 

2,429,416, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS 
16 AND 41 
PEBBLE BEACH COMPANY, PEBBLE BEACH, CA: 
1,571,562, CANC. MULTIPLE CLASS, INT. CLS. 6, 14, 16, 
18, 20, 21, 26 AND 28. 
1,573,992, CANC. INT. CL. 42. 
1,573,993, CANC. INT. CL. 42. 
1,573,994, CANC. INT. CL. 42. 
PECIA, GEORGE M., HOLYOKE, MA, DBA SHADETREE: 
1,571,795, CANC. INT. CL. 15. 

PECK, DANIEL, STRATFORD, CT, DBA VBD VIDEO PRODUC- 
TIONS: 

1,812,350, CANC. INT. CL. 35. 
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PEEK TRAFFIC, INC., TALLAHASSEE, FL: 
1,814,371, CANC. INT. CL. 9. 
PEERLESS CARPET CORPORATION, MONTREAL, 
HSA 1E8, CANADA: 
1,812,581, CANC. MULTIPLE CLASS, INT. CLS. 27 AND 
42. 
PELIKAN VERTRIEBSGESELLSCHAFT MBH & CO. KG, 30177 
HANNOVER, FED REP GERMANY: 
2,052,122, CANC. INT. CL. 16. 
PELTZER, ERIC T., ALTADENA, CA: 
2,430,431, INT. CL. 16. 
PEN AR LAN SA, 35380 MAXENT, FRANCE: 
2,429,083, PUB. 11-28-2000. INT. CL. 31. 
PENALTY RECORDS, L.L.C., NEW YORK, NY: 
2,304,204, CANC. INT. CL. 9. 
PENDLETON WOOLEN MILLS, PORTLAND, OR: 
§27,369. REN. 1-9-01. U.S. CL. 42 (INT. CL. 24). 
PENHALIGON’S LIMITED, LONDON, EC4A 4HT, ENGLAND: 
1,812,639, CANC. INT. CL. 3. 
PENN CORPORATION, NEW YORK, NY: 
1,306,056, CANC. INT. CL. 25. 
PENNWELL CORPORATION, TULSA, OK: 
2,429,700, PUB. 11-28-2000. INT. CL. 16. 
PENSHAR L.L.C., VILLA PARK, IL: 
2,430,000, PUB. 11-28-2000. INT. CL. 16. 
PENTAPHARM LTD., BASLE, SWITZERLAND: 
1,593,713. REN. 1-9-01. INT. CL. 1. 
1,597,010. REN. 1-10-01. INT. CL. 1. 
PENTAPHARM LTD., 4052 BASLE, SWITZERLAND: 
1,813,259, CANC. MULTIPLE CLASS, INT. CLS. 1 AND 5S. 
PENTECH INTERNATIONAL INC., EDISON, NJ: 
2,429,605, PUB. 11-28-2000. INT. CL. 16. 
PEPSICO, INC., PURCHASE, NY: 
1,813,103, CANC. INT. CL. 32. 
1,813,104, CANC. INT. CL. 32. 
1,813,107, CANC. INT. CL. 32. 
PEQUOT PUBLISHING, INC., FAIRFIELD, CT: 
1,814,584, CANC. INT. CL. 16. 
PERDUE HOLDINGS, INC., SALISBURY, MD: 
1,602,591. REN. 1-12-01. INT. CL. 29. 
PERFORMANCE TECHNOLOGY, INC., SAN ANTONIO, TX: 
1,811,898, CANC. INT. CL. 9. 
PERFORMANCE TOOL & DIE, INCORPORATED, DALLAS, TX: 
1,813,609, CANC. INT. CL. 12. 
PERKINS, LEAH, SEATTLE, WA, DBA PERKINS INSTITUTE: 
1,813,158, CANC. INT. CL. 41. 
PERLIER S.P.A, 20122 MILANO, ITALY: 
1,865,515, AM. INT. CL. 3. 
PERMASTEELISA S.P.A, SAN VENDEMIANO 
ITALY: 
2,429,756, PUB. 11-28-2000. INT. CL. 37. 
2,429,757, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
6, 11 AND 19. 
PERNE D.O.0., 64000 KRANJ, SLOVENIA: 
1,813,961, CANC. INT. CL. 32. 
PERRY H. KOPLIK & SONS, INC., NEW YORK, NY: 
2,331,315, COR. INT. CL. 35. 
PERRY, CASSANDRA J., ATLANTA, GA: 
1,602,566. REN. 1-11-01. INT. CL. 28. 
PERSON/WOLINSKY TECHNOLOGIES, INC., PORT JEFFERSON 
STATION, NY: 
2,429,836, PUB. 11-28-2000. INT. CL. 41. 
PERSONAL DEVELOPMENT RESOURCES, INC., BERKELEY, 
CA: 
1,572,492, CANC. INT. CL. 41. 
PERSONAL TRAINING SYSTEMS, SAN JOSE, CA: 
1,571,686, CANC. INT. CL. 9. 
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PERSONNEL CONCEPTS, INC., HOUSTON, TX: 
1,812,537, CANC. INT. CL. 42. 

PERSPECTIVES, LTD., OAKBROOK TERRACE, IL: 
1,606,865. REN. 1-8-01. INT. CL. 42. 

PERSUASION INTERNATIONAL, INC., LONGVIEW, TX: 
1,814,418, CANC. INT. CL. 14. 

PERYAM & KROLL RESEARCH CORPORATION, CHICAGO, IL: 
2,429,564, PUB. 11-28-2000. INT. CL. 42. 

PET INCORPORATED, ST. LOUIS MO.: 
690,619, CANC. U.S. CL. 46. 

PET VALU CANADA INC., MARKHAM, ONTARIO L3R 3L3, 

CANADA: 
2,430,199, INT. CL. 35. 
PETER STONE COMPANY, LTD, BANKOK, THAILAND: 
2,429,963, PUB. 11-28-2000. INT. CL. 14. 
PETRELLA, ROLAND, CRANSTON, RI: 
2,429,486, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
9 AND 41. 
PETRO STOPPING CENTERS, L.P., EL PASO, TX: 
1,606,012. REN. 1-11-01. INT. CL. 42. 

PETROF, STATNI PODNIK, HRADEC KRALOVE, CZECHO- 
SLOVAKIA, CESKOSLOVENSKE HUDEBNI NASTROJE, 
STATNI PODNIK, HRADEC KRALOVE, CZECHOSLOVAKIA: 

1,628,239. REN. 1-9-01. INT. CL. 15. 

PETROLANE INCORPORATED, VALLEY FORGE, PA: 

991,170, CANC. U.S. CL. 6. 
PEUSEK, S.A., BARCELONA, SPAIN: 
1,600,231. REN. 1-12-01. INT. CL. 3. 

PEWAG AUSTRIA, GMBH, GRAZ, AUSTRIA, STEIRISCHE 
KETTENFABRIKEN PENGG-WALENTA 
KOMMANDITGESELLSCHAFT, AUSTRIA: 

1,126,692. REN. 1-11-01. INT. CL. 12. 

PFANNI-WERKE OTTO ECKART KG, D-8000 MUNICH 80, FED 
REP GERMANY: 

1,813,071, CANC. INT. CL. 29 

PFINGSTEN PUBLISHING, L.L.C., DEERFIELD, IL, COMMERCE 
PUBLISHING COMPANY, ST. LOUIS, MO: 

892,073. REN. 1-11-01. U.S. CL. 38 (INT. CL. 16). 
PFIZER INC., NEW YORK N.Y.: 
373,906, CANC. U.S. CL. 51. 
PFIZER INC., NEW YORK NY: 
373,995, CANC. U.S. CL. 6. 
373,996, CANC. U.S. CL. 6. 
373,997, CANC. U.S. CL. 51. 
PFIZER INC., NEW YORK, NY, BEECHAM INC., CLIFTON, NJ: 
1,137,189. REN. 1-12-01. INT. CL. 5. 
PFIZER, INC., NEW YORK N.J.: 
690,358, CANC. U.S. CL. 51. 

PFLEID WOHNRAUMAKUSTIK GMBH, MUNCHEN, FED REP 
GERMANY: 

1,572,987, CANC. INT. CL. 9. 

PHARMAUITE PHARMACEUTICAL CORPORATION, ARLETA 
CALIF.: 

690,113, CANC. U.S. CL. 18. 

PHAT FASHIONS LLC, NEW YORK, NY: 
2,429,441, PUB. 11-28-2000. INT. CL. 25. 
2,429,559, PUB. 11-28-2000. INT. CL. 25. 

PHEASANTS FOREVER, INC., ST. PAUL, MN: 
1,616,257. REN. 1-11-01. U.S. CL. 200. 


PHILIPS COMMUNICATION & SECURITY SYSTEMS INC., LAN- 
CASTER, PA: 


2,367,420, COR. INT. CL. 9. 
PHILLIPS FARMS, LODI, CA: 
2,429,418, PUB. 11-28-2000. INT. CL. 33. 
PHILLIPS INTERNATIONAL, INC, POTOMAC, MD, PHILLIPS 
PUBLISHING, INC., POTOMAC, MD: 
1,612,931. REN. 1-12-01. INT. CL. 16. 
PHILLIPS-VAN HEUSEN CORPORATION, NEW YORK, NY: 
1,127,918, CANC. INT. CL. 25. 
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PHILLIPS, IAN S., ROWAYTON, CT, DBA THE PHILLIPS CO.: 
1,573,972, CANC. INT. CL. 42. 

PHILLY’S FAMOUS WATER ICE, INC., TAMPA, FL: 
2,429,280. PUB. 11-28-2000. INT. CL. 30. 

PHONE BASE SYSTEMS, INCORPORATED, VIENNA, VA: 
1,813,548, CANC. INT. CL. 9. 
1,814,222, CANC. INT. CL. 42. 

PHYCOR, INC., NASHVILLE, TN: 

2.429.633, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS 
35 AND 36. 
PHYSICIANS MUTUAL INSURANCE COMPANY, OMAHA, NE 
1,624,012. REN. 1-12-01. INT. CL. 36. 

PICCIUTO, KENNETH, MILFORD, CT, DBA KENNETH 

PICCIUTO’S SCHOOL FOR DOGS: 
2,429,084, PUB. 11-28-2000. INT. CL. 18. 

PIE CONES, INC., BELFAST, ME: 

1,813,912, CANC. INT. CL. 30. 

PIECE-MAKER COMPANY, TROY, MI: 

2,429,308, PUB. 11-28-2000. INT. CL. 7 

PIERCE LEAHY COMMAND CO, HALIFAX NOVA SCOHIA, 
CANADA: 

1,573,737, CANC. MULTIPLE CLASS, INT. CLS. 35 AND 
39. 
PILLSBURY COMPANY, THE, MINNEAPOLIS, MN, JENO’S, 
INC., DULUTH, MN: 

900,402. REN. 1-6-01. U.S. CL. 46 (INT. CL. 30). 

PIMA GRO SYSTEMS, INC., TUCSON, AZ, DBA HYPER GRO: 
1,571,481, CANC. INT. CL. 1. 

PIMSA COMPUTER, INC., PANAMA, PANAMA: 
1,812,759, CANC. INT. CL. 9. 

PINE STATE KNITWEAR COMPANY, INC., MOUNT AIRY, NC 
1,812,231, CANC. INT. CL. 25. 

PIONEER INDUSTRIES, INC., OVERLAND PARK, KS: 
1,573,486, CANC. INT. CL. 25. 

PIONEER WESTERN CORPORATION, LARGO, FL TO WEST- 
ERN RESERVE LIFE ASSURANCE CO. OF OHIO, LARGO, 
FL: 

1,572,363, CANC. INT. CL. 36. 

PIONEER, INC., PORTLAND, OR: 

1,136,174. REN. 1-8-01. INT. CL. 16. 
PIT CONTROL, INC., MILWAUKEE, WI: 
1,814,383, CANC. INT. CL. 9. 
PITTWAY CORPORATION, CHICAGO, IL: 
2,430,175, INT. CL. 9. 
PIZZA HUT, INC., WICHITA, KS: 
1,855,892, CANC. INT. CL. 30. 
1,857,803, CANC. INT. CL. 29. 

PJB PUBLICATIONS LTD., RICHMOND, SURREY TWI0 6UA, 

ENGLAND: 
1,813,629, CANC. MULTIPLE CLASS, INT. CLS 
42. 
PKK, INC., SEATTLE, WA: 
1,812,943, CANC. INT. CL. 20. 

PLANET PRODUCTS CORPORATION, CINCINNATI, OH, 
CLOPAY CORPORATION, CINCINNATI, OH: 

897,340. REN. 1-11-01. U.S. CL. 23 (INT. CL. 7). 

PLANETARY SOCIETY, THE, PASADENA, CA: 

2,429,450, PUB. 11-28-2000. INT. CL. 16. 

PLANT-A-PLANT CO., ALDIE, VA: 

2,430,105, PUB. 11-28-2000. INT. CL. 42. 
PLANT-IT EARTH, INC., GREENSBORO, NC: 
2,429,536, PUB. 11-28-2000. INT. CL. 1. 
PLASMANET, INC., NEW ROCHELLE, NY: 
2,430,408, INT. CL. 35. 

PLAYTEX FAMILY PRODUCTS CORPORATION, STAMFORD. 
CT: 

1,814,395, CANC. INT. CL. 10. 

PLYMOVENT AB, S-211 52 MALMO, SWEDEN: 

2,430,205, INT. CL. 11. 
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PMH ENTERPRISES, INC., WORCESTER, MA: 
1,812,629, CANC. INT. CL. 1. 
PNEUMAFIL CORPORATION, CHARLOTTE, NC: 
690,127, CANC. U.S. CL. 21. 
PNEUMAX, INC., PEORIA, AZ: 
2,430,375, INT. CL. 9. 
PNS & WSS INCORPOARTED, THOROFARE, NJ, SLACK IN- 
CORPORATED, THOROFARE, NJ: 
1,609,468. REN. 1-11-01. INT. CL. 16. 
POCKET GUIDE PUBLICATIONS, INC., ST. LOUIS, MO: 
1,813,154, CANC. INT. CL. 39. 
POG UNLIMITED, COSTA MESA, CA: 
1,572,025, CANC. INT. CL. 25. 
POINT LOMA NAZARENE UNIVERSITY, SAN DIEGO, CA: 
2,394,906, COR. INT. CL. 41. 
POINT OF IMPACT, LLC, HOLMDEL, NJ: 
2,430,284, MULTIPLE CLASS, INT. CLS. 40, 41 AND 42. 
POIRETTE CORSETS, INC., NEW YORK, NY: 
1,128,331, CANC. INT. CL. 25. 
POLAMEDCO, INC., INGLEWOOD, CA: 
1,573,151, CANC. INT. CL. 10. 
POLAROID CORPORATION, CAMBRIDGE, MA: 
690,203, CANC. U.S. CL. 26. 
1,814,387, CANC. INT. CL. 9. 
1,814,389, CANC. INT. CL. 9. 
POLICY MANAGEMENT SYSTEMS CORPORATION, COLUM- 
BIA, SC: 
1,128,035, CANC. INT. CL. 42. 
POLLARD, JOHN K., MALIBU, CA AND POLLARD, LILY, 
MALIBU, CA: 
1,814,550, CANC. INT. CL. 42. 
POLYMERIC SYSTEMS, INC., PHOENIXVILLE, PA: 
1,604,172. REN. 1-11-01. INT. CL. 1. 
POLYMERICS, INC., WALTHAM, MA: 
1,572,720, CANC. MULTIPLE CLASS, INT. CLS. 2 AND 16. 
POOL FACT, INC., HOLLYWOOD, FL: 
2,429,794, PUB. 11-28-2000. INT. CL. 11. 
POOLSEARCH, INC., SCOTTSDALE, AZ: 
2,429,606, PUB. 11-28-2000. INT. CL. 35. 
2,430,099, PUB. 11-28-2000. INT. CL. 35. 
POPSICLE INDUSTRIES, INC., GREEN BAY, WI: 
1,813,946, CANC. INT. CL. 30. 
PORKY’S TENDERLOIN, INC., DES MOINES, IA: 
1,572,563, CANC. INT. CL. 42. 
PORTLAND ROSE FESTIVAL ASSOCIATION, PORTLAND, OR: 
1,136,440. REN. 1-6-01. INT. CL. 41. 
1,139,303. REN. 1-901. INT. CL. 41. 
PORTS PETROLEUM COMPANY, INC., WOOSTER, OH: 
1,574,076, CANC. INT. CL. 37. 
POSITIVE HUMANITY, INC., PARAMUS, NJ: 
2,430,194, INT. CL. 25. 
POST STREET RENAISSANCE PARTNERS, SAN FRANCISCO, 
CA: 
1,572,631, CANC. INT. CL. 42. 
POTLATCH CORPORATION, SPOKANE, WA: 
2,430,453, INT. CL. 16. 
POTOMAC CORPORATION, WHEELING, IL: 
1,812,123, CANC. INT. CL. 16. 
1,812,124, CANC. INT. CL. 16. 
POTOMAC ELECTRIC POWER COMPANY, WASHINGTON, DC: 
2,429,256, PUB. 11-28-2000. INT. CL. 42. 
POWELL/TEEPLE ENTERPRISES, INC., AUSTIN, TX: 
1,572,095, CANC. INT. CL. 28. 
POWER TRENDS, INC., WARRENSVILLE, IL: 
2,430,414, INT. CL. 9. 
POWERHOUSE ENTERTAINMENT, INC., WEST ORANGE, NJ: 
2,430,129, PUB. 11-28-2000. INT. CL. 41. 
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POWERTEC INDUSTRIES INCORPORATED, FRANKLIN PARK, 
NJ: 
1,811,931, CANC. INT. CL. 9. 
POWERWAY, INC., INDIANPOLIS, IN: 
2,429,115, PUB. 11-28-2000. INT. CL. 9. 
PPG INDUSTRIES OHIO, INC., CLEVELAND, OH, PPG INDUS- 
TRIES, INC., PITTSBURGH, PA: 
1,597,485. REN. 1-9-01. INT. CL. 21. 
PPG INDUSTRIES, INC., PITTSBURGH, PA: 
1,814,301, CANC. INT. CL. 1. 
PRADO N.V., B-8520 KUURNE, BELGIUM: 
1,812,238, CANC. INT. CL. 27. 
PRECISION AEROTECH, INC., LAJOLLA, CA: 
1,813,983, CANC. INT. CL. 35. 
PRECISION DYNAMICS CORPORATION, SAN FERNANDO, CA, 
M-C INDUSTRIES, INC., TOPEKA, KS: 
1,619,930. REN. 1-9-01. INT. CL. 20. 
PRECISION SYSTEMS CONCEPTS, 
HEIGHTS, IL: 
1,813,526, CANC. INT. CL. 9. 
PREFERRED LABOR LLC, CHARLOTTE, NC: 
2,430,545, INT. CL. 35. 
PREMARK WB HOLDINGS, INC., WILMINGTON, DE, WEST 
BEND COMPANY, THE, WEST BEND, WI: 
1,594,274. REN. 1-11-01. INT. CL. 21. 
PREMIER BRANDS OF AMERICA INC., MOUNT VERNON, NY: 
2,429,770, PUB. 10-24-2000. INT. CL. 5. 
PREMIER MILL CORP., READING, PA: 
1,811,864, CANC. INT. CL. 7. 
PREMORE CORPORATION, NEW YORK, NY: 
1,813,816, CANC. INT. CL. 25. 
PRESIDENT AND FELLOWS OF HARVARD COLLEGE, CAM- 
BRIDGE, MA: 
1,625,940. REN. 1--10-01. MULTIPLE CLASS, INT. CLS. 21 
AND 25. 
PRESSMAN, MARK, FLUSHING, NY: 
1,812,253, CANC. INT. CL. 28. 
PRESSTEK, INC., HUDSON, NH: 
2,429,577, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
7 AND 9. 
PREVENTION & MEDICAL SCREENING, 
CITY, UT: 
1,812,677, CANC. INT. CL. 5. 
1,812,678, CANC. INT. CL. 5. 
PRICEWATERHOUSECOOPERS LLP, NEW YORK, NY: 
2,430,024, PUB. 11-28-2000. INT. CL. 35. 
PRIMA ROYALE ENTERPRISES, LTD., MONROVIA, CA: 
1,573,466, CANC. INT. CL. 25. 
PRIMEDIA MAGAZINES INC., NEW YORK, NY: 
2,430,566, INT. CL. 16. 
PRIMENET MARKETING, INC., MINNEAPOLIS, MN, DBA 
PRIMENET DATASYSTEMS: 
1,573,746, CANC. INT. CL. 35. 
PRIMERIT BANK, FEDERAL SAVINGS BANK, LAS VEGAS, 
NV: 
1,573,802, CANC. INT. CL. 36. 
PRIMESTAR PARTNERS L.P., BALA CYNWYD, PA: 
1,814,077, CANC. INT. CL. 38. 
PRINCESS HOUSE, INC., TAUNTON, MA, PRINCESS HOUSE, 
INC., NORTH DIGHTON, MA: 
1,604,720. REN. 1-12-01. INT. CL. 21. 
PRINCETON ECOM CORPORATION, PRINCETON, NJ FROM 
PRINCETON TELECOM CORPORATION, PRINCETON, NJ: 
2,429,266, PUB. 11-28-2000. INT. CL. 36. 
PRINCETON TELECOM CORPORATION: See— 
PRINCETON ECOM CORPORATION. 
PRINCIPLES RETAIL LIMITED, LONDON W1, ENGLAND: 
2,429,218, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
3, 14, 18 AND 25. 
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PRINGLE POWER-VAC, INC., WALLA WALLA, WA: 
1,572,924, CANC. INT. CL. 7. 
PRINTPACK ILLINOIS, INC., ATLANTA, GA, JAMES RIVER II, 
INC., OAKLAND, CA, DBA JAMES RIVER CORPORATION: 
1,576,327. REN. 1-10-01. INT. CL. 16. 
PRITSKER CORPORATION, INDIANAPOLIS, IN: 
1,573,047, CANC. INT. CL. 9. 
PRL USA HOLDINGS, INC., WILMINGTON, DE: 
2.429.221, PUB. 7-11-2000. MULTIPLE CLASS, INT. CLS. 
8 AND 21. 
PRO BRAND INTERNATIONAL, INC., MARIETTA, GA: 
1,811,960, CANC. INT. CL. 9. 
PRO FEET, INC., BURLINGTON, NC: 
1,586,851. REN. 1-12-01. INT. CL. 25. 
PRO-CLEAN, INC., FLUSHING, MI: 
1,572,420, CANC. INT. CL. 37. 
PRO-TECTION PRODUCTS INC., LOS ALAMITOS, CA: 
1,127,825, CANC. INT. CL. 9. 
PROCARD, INC., GOLDEN, CO: 
2,430,192, INT. CL. 9. 
PROCTER & GAMBLE COMPANY, THE, CINCINNATI, OH: 
2,430,372, INT. CL. 3. 
PROD-ART CO. LTD., HUNG HOM, KOWLOON, HONG KONG: 
1,812,730, CANC. INT. CL. 9 
PRODUCTION PARTNERS, INC., BURBANK, CA: 
2,429,033, PUB. 11-28-2000. INT. CL. 41. 
PROFESSIONAL ASSOCIATION OF TREATMENT HOMES, ST. 
PAUL, MN: 
2,429,251, PUB. 11-28-2000. INT. CL. 42. 
PROFESSIONAL INDEPENDENT INSURANCE AGENTS OF 
MICHIGAN, LANSING, MI: 
1,813,174, CANC. INT. CL. 41. 
PROFETA, EUGENE, MASSAPEQUA, NY TO PROFETA, EU- 
GENE, MASSAPEQUA, NY: 
1,131,245, CANC. INT. CL. 9. 
PROFUMI FRATELLI NOSTRA AG, 6304 ZUG, SWITZERLAND: 
1,811,774, CANC. MULTIPLE CLASS, INT. CLS. 3 AND 4. 
PROGRADE TRAINING AND MARKETING SERVICES, INC., 
BLACKWOOD, NJ: 
1,813,998, CANC. MULTIPLE CLASS, INT. CLS. 35 AND 
41. 
PROGRAM INSURANCE MANAGEMENT, SARASOTA, FL: 
2,429,285, PUB. 11-28-2000. INT. CL. 36. 
PROGRESSIVE SUSPENSION, INC., HISPERIA, CA: 
1,812,871, CANC. INT. CL. 12. 
PROJECT MANAGEMENT INSTITUTE, NEWTON SQUARE, PA: 
1,611,230. REN. 1-10-01. MULTIPLE CLASS, INT. CLS. 16 
AND 42. 
PROMEDIA, INC., ATLANTA, GA: 
1,814,353, CANC. INT. CL. 9. 
PROPRIETEA, LTD., PATCHOGUE, NY: 
2,429,880, PUB. 11-28-2000. INT. CL. 42. 
PROVANCE TECHNOLOGIES INC., GATINEAU, QUEBEC, CAN- 
ADA: 
2,429,148, PUB. 11-28-2000. INT. CL. 9. 
PROVIDENCE BAY FISH COMPANY, WAKEFIELD, RI: 
2,429,814, PUB. 11-28-2000. INT. CL. 9. 
PRUDENTIAL HEALTH CARE PLAN, INC., NEWARK, NJ: 
1,814,031, CANC. MULTIPLE CLASS, INT. CLS. 36, 41 AND 
42. 
PRUDENTIAL INSURANCE COMPANY OF AMERICA, THE, 
NEWARK, NJ: 
1,814,053, CANC. INT. CL. 36. 
PRUDENTIAL VERANI REALTY INC., LONDONDERRY, NH: 
2,429,625, PUB. 11-28-2000. INT. CL. 36. 
PRUFTECHNIK DIETER BUSCH AG, D-85730, ISMANING, FED 
REP GERMANY: 
2,430,508, INT. CL. 9. 
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PST VANS INCORPORATED, SALT LAKE CITY, UT: 
1,814,091, CANC. INT. CL. 39. 
PSYGNOSIS LIMITED, LIVERPOOL, L13 1EH, ENGLAND: 
2,430,160, MULTIPLE CLASS, INT. CLS. 9, 16 AND 25. 
PUBLIC BROADCASTING SERVICE, ALEXANDRIA, VA: 
1,814,174, CANC. INT. CL. 42 
PUBLIC SERVICE MUTUAL INSURANCE COMPANY, NEW 
YORK, NY: 
2,430,287, INT. CL. 36. 
PUBLISHERS CLEARING HOUSE, PORT WASHINGTON, NY: 
1,611,504. REN. 1-8-01. INT. CL. 35. 
1,611,700. REN. 1-8-O1. INT. CL. 42. 


PUGET SOUND POWER AND LIGHT COMPANY, BELLEVUE, 
WA: 


1,812,748, CANC. INT. CL. 9. 
1,812,749, CANC. INT. CL. 9. 

PULL-BUOY, INC., STERLING HEIGHTS, MI: 

2,430,340, INT. CL. 28. 

PUMA-SPORTSCHUFABRIKEN RUDOLF DASSLER _ KG, 
HERZOGENAURACH NEAR NURNBERG, FED REP GER- 
MANY: 

1,128,324, CANC. INT. CL. 25. 

PUMPKIN MASTERS, INC., DENVER, CO: 

2,430,455, INT. CL. 28. 

PUPPY HOUSE PUBLISHING COMPANY, LLC, NEW YORK, 
NY: 

2,430,184, MULTIPLE CLASS, INT. CLS. 16 AND 41. 
PUREX CORPORATION, PHOENIX, AZ: 
1,127,772, CANC. INT. CL. 5. 

PURO CORPORATION OF AMERICA, MASPETH, NY: 
1,572,716, CANC. INT. CL. 1. 

PURPLE THUMB PLANTS, HAMILTON, NY: 
1,812,178, CANC. INT. CL. 20. 

PURPLE, INC., SCOTTSDALE, AZ AND CRAWFORD, LAW- 
RENCE G., SCOTTSDALE, AZ: 

2,430,357, INT. CL. 25. 

PURSELL INDUSTRIES, INC., SYLACAUGA, AL: 
525,504. REN. 1-9-01. U.S. CL. 10 (INT. CL. 1). 
1,813,279, CANC. INT. CL. 1. 

PUTNEY, MARILYN, WICHITA FALLS, TX: 
2,430,108, PUB. 11-28-2000. INT. CL. 26. 

PYRAMID CONNECTORS INC., PHOENIX, AZ: 
1,799,110, CANC. INT. CL. 9. 

PYRONICS, INC., CLEVELAND, OH: 

901,641. REN. 1-11-01. U.S. CL. 21 (INT. CL. 9). 

Q - BRANCH TECHNOLOGIES, LTD., DEARBORN HIEGHTS, 
MI: 

2,430,495, INT. CL. 28. 

Q MED, INC., LAURENCE HARBOR, NJ: 
1,602,075. REN. 1-12-01. INT. CL. 10. 

Q-TICKLES, INC., ACTON, CA: 

2,430,059, PUB. 11-28-2000. INT. CL. 3. 

QC OPTICS, INC., WILMINGTON, MA: 
2,429,527, PUB. 11-28-2000. INT. CL. 9. 

QUADREX CORPORATION, CAMPBELL, CA: 
1,128,036, CANC. INT. CL. 42. 

QUADTEK INCORPORATED, REDMOND, WA: 
1,582,384. REN. 1-11-01. INT. CL. 9. 

QUAKER OATS COMPANY, THE, CHICAGO, IL: 
1,573,686, CANC. INT. CL. 30. 

1,573,689, CANC. INT. CL. 30. 

QUAKER STATE CORPORATION, OIL CITY, PA: 
1,813,344, CANC. INT. CL. 4. 

QUALFUND, LLC, REDMOND, WA: 

2,430,281, INT. CL. 36. 

QUALITY EDUCATIONAL DEVELOPMENT, INC., NEW YORK, 
NY: 

1,812,365, CANC. INT. CL. 35. 
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QUALITY FOOD AND VENDING COMPANY, INC., DAYTON, 
OH: 
1,574,004, CANC. INT. CL. 42. 
QUARK, INC., DENVER, CO: 
2,429,507, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
9, 16 AND 42. 
QUARTEX CORPORATION, THE, TORONTO, ONTARIO M3B 
2R2, CANADA: 
1,814,537, CANC. INT. CL. 42. 
QUEEN BEE ENTERPRISES CORP., LONG BRANCH, NJ: 
1,813,088, CANC. INT. CL. 30. 
QUICK TRIM CLINIC OF LA, INC., RACELAND, LA: 
1,814,192, CANC. INT. CL. 42. 
QUICKDRAW, HICKSVILLE, NY: 
2,429,247, PUB. 11-23-1999. INT. CL. 41. 
QUIK DRIVE USA INC., GALLATIN, TN: 
2,430,220, MULTIPLE CLASS, INT. CLS. 6 AND 7. 
QUILL CORPORATION, LINCOLNSHIRE, IL: 
1,598,355. REN. 1-11-01. INT. CL. 9. 
QUILTER, ERIC, SALT LAKE CITY, UT: 
2,429,404, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
38 AND 39. 
QWEST COMMUNICATIONS INTERNATIONAL INC., DENVER, 
CO FROM U S WEST, INC., DENVER, CO: 
2,429,906, PUB. 11-28-2000. INT. CL. 16. 
2,430,369, INT. CL. 42. 
R. H. BRUSKIN ASSOCIATES, NEW BRUNSWICK, NJ: 
690,684, CANC. U.S. CL. 101. 
R. H. MACY & CO., INC., NEW YORK, NY: 
1,128,323, CANC. INT. CL. 25. 
R. T. VANDERBILT COMPANY INC., NORWALK, CT, R. T. 
VANDERBILT COMPANY, INC., NEW YORK, NY: 
135,840. REN. 1-12-01. U.S. CL. 1 (INT. CL. 1). 
R. T. VANDERBILT COMPANY, INC., NORWALK, CT: 
698,009. REN. 1-6-01. U.S. CL. 15 (INT. CL. 1). 
R.D. WERNER CO., INC., GREENVILLE, PA: 
1,811,839, CANC. INT. CL. 6. 
R.G.B. LABORATORIES, INC., KANSAS CITY, MO: 
1,811,748, CANC. INT. CL. 1. 
RABER, MARY, SPRINGFIELD, MO: 
1,813,024, CANC. INT. CL. 28. 
RACAL ELECTRONICS LIMITED, BRACKNELL, ENGLAND: 
698,564. REN. 1-9-O0l. U.S. CL. 26 (INT. CLS. 1, 9 AND 
10). 
RACAL-AIRTECH LIMITED: See— 
ZAXUS LIMITED. 
RACKES HOLDING CORP., COLUMBIA, SC: 
1,812,568, CANC. INT. CL. 42. 
1,814,266, CANC. INT. CL. 42. 
RAF INDUSTRIES, INC., NEW YORK, NY, S’KIDS, INC., NEW 
YORK, NY: 
1,598,677. REN. 1-6-01. INT. CL. 25. 
RAGU* FOOD PRODUCTS COMPANY, WILMINGTON, DE, DBA 
RAGU FOODS CO.: 
1,814,506, CANC. INT. CL. 30. 
RAINBOW LIGHT NUTRITIONAL SYSTEMS, INC., SANTA 
CRUZ, CA: 
1,598,122. REN. 1-8-01. INT. CL. 5. 
RAINBOW PLAY SYSTEMS, INC., PRIOR LAKE, MN: 
1,812,254, CANC. INT. CL. 28. 
RALEIGH FILM AND TELEVISION STUDIOS, INC., SANTA 
MONICA, CA: 
1,594,605. REN. 1-6-01. INT. CL. 41. 
RALPH JOLLETTE, ADISSON, IL: 
2,429,533, PUB. 11-28-2000. INT. CL. 5. 
RAMP CHEVROLET, INC., PORT JEFFERSON STATION, NY: 
2,429,485, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
35 AND 37. 
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RANCH-WAY, INC., FORT COLLINS, CO: 
1,625,575. REN. 1-9-01. INT. CL. 31. 
1,625,576. REN. 1-9-01. INT. CL. 31. 
RANDALL, HELEN WILSON, POLKTON, NC: 
2,430,274, INT. CL. 29. 
RANDALLS FOOD & DRUGS, INC., HOUSTON, TX: 
2,429,762, PUB. 11-28-2000. INT. CL. 36. 
RANDL INDUSTRIES, INC., SPOKANE, WA: 
2,430,371, INT. CL. 9. 
RANK TAYLOR HOBSON, INC., KEENE, NH: 
1,814,338, CANC. INT. CL. 7. 
RARE AIR, LTD., CHICAGO, IL, DBA RARE AIR MEDIA: 
2,429,521, PUB. 11-28-2000. INT. CL. 35. 
RAWLINGS SPORTING GOODS COMPANY, INC., FENTON, MO, 
A. G. SPALDING & BROS., INC., ST. LOUIS, MO: 
703,875. REN. 1-10-01. U.S. CL. 22 (INT. CL. 28). 
RAWLINGS SPORTING GOODS COMPANY, INC., FENTON, MO, 


**AUTOMATIC”’ SPRINKLER CORPORATION OF AMERICA, 
CLEVELAND, OH: 


894,506. REN. 1-10-01. U.S. CL. 22 (INT. CL. 28). 
RAY AGHAYAN AND BOB MACKIE, INC., NEW YORK, NY: 
1,811,905, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 14. 
RAY ELLINGSWORTH INDUSTRIES, LTD., CHICAGO, IL: 
1,128,264, CANC. INT. CL. 16. 
RAYTHEON COMPANY, LEXINGTON, MA: 
2,429,519, PUB. 11-28-2000. INT. CL. 9. 
RCN TELECOM HOLDING COMPANY, WILMINGTON, DE 
FROM RCN TELECOM SERVICES, INC., WILMINGTON, DE: 
2,429,065, PUB. 11-28-2000. INT. CL. 38. 
RCN TELECOM SERVICES, INC.: See— 
RCN TELECOM HOLDING COMPANY. 
RCP SERVICES, INC., PHOENIX, AZ: 
2,430,073, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
16 AND 38. 
REACH OUT MINISTRIES, INC., NORCROSS, GA: 
2,429,736, PUB. 11-28-2000. INT. CL. 41. 
READ, PATRICIA, THE WOODLANDS, TX: 
2,430,456, INT. CL. 16. 
REAGENT CHEMICALS & RESEARCH, INC., MIDDLESEX, NJ: 
1,127,935, CANC. INT. CL. 28. 
REAL ESTATE COMMUNICATION 
CALABASAS, CA: 
2,429,465, PUB. 11-28-2000. INT. CL. 35. 
REAL MONICA INC. LLC, THE, BATON ROUGE, LA: 
2,429,782, PUB. 11-28-2000. INT. CL. 35 
REALTY WORLD CORPORATION, WASHINGTON, DC: 
1,127,947, CANC. MULTIPLE CLASS, INT. CLS. 35 AND 
36. 
RECKITT & COLMAN INC., WAYNE, NJ: 
2,429,049, PUB. 1-19-1999. INT. CL. 5. 
RECOT, INC., PLEASANTON, CA, RECOT, INC., PLEASANTON, 
CA: 
1,599,741. REN. 1-11-01. INT. CL. 29. 
RECOVERY SYSTEMS TECHNOLOGY, INC., SEATTLE, WA: 
1,572,917, CANC. INT. CL. 7. 
RED RYDER ENTERPRISES, INC., TAMPA, FL: 
1,617,691. REN. 1-12-01. INT. CL. 25. 
REDMOND PRODUCTS, INC., CHANHASSEN, MN: 
1,813,330, CANC. INT. CL. 3. 
REDTAGOUTLETCOM, INC., EDEN PRAIRIE, MN FROM TOM’S 
CYBER WAREHOUSE, INC., EDEN PRAIRIE, MN: 
2,430,520, INT. CL. 35. 
REDWALL ABBEY CO. LTD., THE, LIVERPOOL, GREAT BRIT- 


SERVICES, _ INC., 


2,430,018, PUB. 11-28-2000. INT. CL. 16. 
REED ELSEVIER PROPERTIES INC., WILMINGTON, DE: 
2,429,745, PUB. 11-28-2000. INT. CL. 16. 
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REED PUBLISHING (NEDERLAND) B.V., TL LEIDERDORP, 
NETHERLANDS, MARQUIS-WHO’S WHO, INC., CHICAGO 11, 
IL: 

696,101. REN. 1-11-01. U.S. CL. 38 (INT. CL. 16). 

REEL.COM, INC., WILSONVILLE, OR FROM REEL.COM, INC., 
EMERYVILLE, CA: 

2,429,143, PUB. 5-2-2000. INT. CL. 35. 

REEL.COM, INC.: See— 

REEL.COM, INC. 

REFLEC PLC, CHESHIRE, GREAT BRITAIN: 
2,429,668, PUB. 11-28-2000. INT. CL. 9. 

REGFILES, INC., TALLAHASSEE, FL: 
1,603,739. REN. 1-8-01. INT. CL. 16. 

REGIS CORPORATION, MINNEAPOLIS, MN: 
1,812,559, CANC. INT. CL. 42. 

REICKHOLD CHEMICALS, INC., WHITE PLAINS NY: 
373,905, CANC. U.S. CL. 18. 

RELIASTAR FINANCIAL CORP., MINNEAPOLIS, MN: 

2,430,156, MULTIPLE CLASS, INT. CLS. 36 AND 42. 

REMINGTON PRODUCTS COMPANY, BRIDGEPORT, CT: 

1,571,591, CANC. INT. CL. 8. 

RENEW AMERICA, WASHINGTON, DC: 

1,814,209, CANC. INT. CL. 42. 

RENO-SPARKS CONVENTION & VISITORS AUTHORITY, 
RENO, NV: 

1,814,013, CANC. MULTIPLE CLASS, INT. CLS. 35 AND 
39. 

RENOLD PUBLIC LIMITED COMPANY, WYTHENSHAWE, ENG- 

LAND: 
2,429,101, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
7 AND 12. 
RENTRAK CORPORATION, PORTLAND, OR: 
1,573,965, CANC. INT. CL. 42. 
REPUBLIC INDUSTRIES, INC., CHICAGO, IL: 
1,573,078, CANC. INT. CL. 9. 
REPUBLIC OF TEA, INC., THE, NOVATO, CA: 
2,430,473, INT. CL. 30. 

RESEARCH AND DEVELOPMENT PRODUCTS, LLC, HINGHAM, 
MA: 

2,429,826, PUB. 11-28-2000. INT. CL. 9. 

RESEARCH FOUNDATION OF STATE UNIVERSITY OF NEW 
YORK, THE, ALBANY, NY: 

1,601,409. REN. 1-12-01. MULTIPLE CLASS, INT. CLS. 38 
AND 41. 

RESERVE MANAGEMENT CORPORATION, NEW YORK, NY 
FROM RESERVE MANAGEMENT CORPORATION, NEW 
YORK, NY: 

2,429,157, PUB. 11-28-2000. INT. CL. 36. 

RESERVE MANAGEMENT CORPORATION: See— 
RESERVE MANAGEMENT CORPORATION. 

RESOLUTION TRUST CORPORATION, SOLELY IN ITS CAPAC- 
ITY AS RECEIVER FOR SECURITY SAVINGS & LOAN ASSO- 
CIATION, DENVER, CO: 

1,812,518, CANC. INT. CL. 42. 

RESTAURANT ASSOCIATES, INC., NEW YORK, NY: 

2,429,022, CON. USE, PUB. 12-26-2000. INT. CL. 42. 

RESTAURANT SERVICES CO., INC., MURRAY, UT, SKOOL 
LUNCH LTD., SALT LAKE CITY, UT: 

1,601,589. REN. 1-12-01. INT. CL. 42. 
RESTIVO, DANIELA, SHELTER ISLAND HEIGHTS, NY: 
2,430,098, PUB. 11-28-2000. INT. CL. 18. 
RETAIL PACKAGING MANUFACTURERS ASSOCIATION, INC., 
COVINGTON, KY: 

2,429,673, PUB. 11-28-2000. U.S. CL. 200. 

RETIREMENT PLANS OF AMERICA, INC., PHILADELPHIA, PA: 
1,127,977, CANC. INT. CL. 36. 

RETRAC, INCORPORATED, ST. CHARLES, MO: 
1,572,571, CANC. INT. CL. 42. 

RETRO 1951, INC., RICHARDSON, TX: 
2,430,415, INT. CL. 16. 
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REVIEW PUBLISHING LIMITED PARTNERSHIP, PHILADEL- 
PHIA, PA: 


2,429,771, PUB. 11-28-2000. INT. CL. 16. 
REVLON CONSUMER PRODUCTS CORPORATION, NEW 
YORK, NY: 
1,812,643, CANC. INT. CL. 3. 
REYNOLDS YARNS INC., HAUPPAUGE, NY: 
1,128,312, CANC. INT. CL. 23. 
RGA ACCESSORIES, INC., NEW YORK, NY: 
1,573,372, CANC. INT. CL. 18. 
RHEE BROS., INC., COLUMBIA, MD: 
2,429,276, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
29 AND 30. 
RHODIA ENGINEERING PLASTICS S.A., 69190 SAINT-FONS, 
FRANCE, SOCIETE RHODIACETA, PARIS, FRANCE: 
700,008. REN. 1-801. U.S. CL. 1 (INT. CLS. 1, 3, 4, 17, 
18, 19, 22 AND 31). 
RHONE MERIEUX, LYON, FRANCE: 
1,572,795, CANC. INT. CL. 5. 
RHONE-POULENC INC., PRINCETON, NJ: 
1,813,284, CANC. INT. CL. 1. 
RHONE-POULENC NUTRITION 
COMMENTRY, FRANCE: 

1,812,314, CANC. INT. CL. 31. 
RICHARD CLARKE & ASSOCIATES, INC., NEW YORK, NY: 
2,429,110, PUB. 11-28-2000. INT. CL. 35. 

RICHARD HIRSCHMANN GMBH & 
NECKARTENZLINGEN, FED REP GERMANY: 
2,429,114, PUB. 7-25-2000. MULTIPLE CLASS, INT. CLS. 
9 AND 42. 
RICHARD M. LESTER, ENCINO, CA: 
1,813,196, CANC. INT. CL. 42. 
RICHARD TARRER & DAVID GRAHAM PARTNERSHIP, THE, 
PEARLAND, TX: 
2,429,553, PUB. 11-28-2000. INT. CL. 35. 
RICHARDSON-MERRELL INC., WILTON CT.: 
373,915, CANC. U.S. CL. 51. 
RICO PRODUCTS, SUN VALLEY, CA: 
1,603,657. REN. 1-11-01. INT. CL. 15. 
RIDGEVIEW, INC., CATAWBA, NC: 
1,139,655. REN. 1-10-01. INT. CL. 25. 
RIDGEWOOD SAVINGS BANK, RIDGEWOOD, NY: 
2,430,011, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
16 AND 39. 
RIENZI & RIENZI COMMUNICATIONS INC., MONTVILLE, NJ: 
1,608,446. REN. 1-8-01. INT. CL. 35. 
RILEY, JOCELYN, MADISON, WI, DBA HER OWN WORDS: 
1,599,372. REN. 1-11-01. INT. CL. 9. 
1,599,579. REN. 1-11-01. INT. CL. 16. 
1,600,070. REN. 1-9-01. INT. CL. 42. 
RIPLEY, GLENN Q., PALM HARBOR, FL: 
1,813,029, CANC. INT. CL. 28. 
RITCHIE INDUSTRIES, INC., CONRAD, IA: 
1,136,842. REN. 1-11-01. INT. CL. 21. 
RIVER CITY SOCCER, L.L.C., ST. LOUIS, MO: 
2,430,399, INT. CL. 41. 
RIVER COMPUTER, INC., WAITSFIELD, VT: 
1,814,272, CANC. INT. CL. 42. 
RIVERDEEP INTERACTIVE LEARNING LIMITED, DUBLIN 2, 


IRELAND TO LIFETIME LEARNING LIMITED, DUBLIN 2, 
IRELAND: 


2,402,359, COR. INT. CL. 16. 
RIVIANA FOODS, INC., HOUSTON, TX, PFEFFER RICE MILL- 
ING COMPANY, INC., HOUSTON, TX: 
387,370. REN. 1-11-01. U.S. CL. 46 (INT. CL. 30). 
RK CARBON FIBERS, INC., PHILADELPHIA, PA: 
1,573,441, CANC. INT. CL. 22. 


ANIMALE, 03600 
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ROBERT BOSCH GMBH, 70839 GERLINGEN, FED REP GER- 
MANY: 

634,326, AM. U.S. CL. 21. 

ROBERT HOLTZINGER, YAKIMA, WA, DBA HOLTZINGER 
RANCHES, INC.: 

1,813,951, CANC. INT. CL. 31. 

ROBERT KRUPS GMBH & CO., KG, 42719 SOLINGEN, FED 
REP GERMANY, ROBERT KRUPS STIFTUNG & CO. KG, 
SOLINGEN, FED REP GERMANY: 

1,597,182. REN. 1-12-01. MULTIPLE CLASS, INT. CLS. 7, 
9, 11 AND 16. 

ROBERT KRUPS STIFTUNG & CO. KG, SOLINGEN, FED REP 
GERMANY TO ROBERT KRUPS GMBH & CO., KG, 42719 
SOLINGEN, FED REP GERMANY: 

1,597,182, CANC. MULTIPLE CLASS, INT. CLS. 8 AND 14. 

ROBERT LEE CORBI - ROBERT JOSEPH CROCE PARTNER- 
SHIP, THE, PHILADELPHIA, PA: 

1,813,500, CANC. INT. CL. 9. 
ROBERTS EXPRESS, INC., AKRON, OH: 
1,510,441, CANC. INT. CL. 39. 
ROBERTS/HAUCK PHARMACEUTICALS, INC., EATONTOWN, 


1,813,358, CANC. INT. CL. 5. 
ROBERTS, SUZANNE F., E. FALLOWFIELD, PA: 
2,429,497, PUB. 11-28-2000. INT. CL. 41. 
ROBERTSON, ARCHIE V., WATERBURY, CT: 
2,430,360, INT. CL. 25. 
ROBYN, JAMES G., CHESTER, NJ, DBA RIN ROBYN POOLS: 
1,572,399, CANC. INT. CL. 37. 
ROCHE DIAGNOSTIC SYSTEMS, INC., NUTLEY, NJ: 
1,573,116, CANC. INT. CL. 9. 

ROCHESTER GAS AND ELECTRIC CORPORATION, ROCH- 
ESTER, NY TO ROCHESTER GAS AND ELECTRIC COR- 
PORATION, ROCHESTER, NY: 

2,391,862, COR. MULTIPLE CLASS, INT. CLS. 39 AND 40. 

ROCHESTER INSTITUTE OF TECHNOLOGY, ROCHESTER, NY: 

2,429,758, PUB. 11-28-2000. INT. CL. 41. 
2,429,759, PUB. 11-28-2000. INT. CL. 42. 
ROCKBROOK VILLAGE SHOPPING CENTER, INC., OMAHA, 
NE: 
2,429,746, PUB. 11-28-2000. INT. CL. 36. 
ROCKET PICTURES LIMITED, LONDON W6 OLT, ENGLAND: 
2,429,031, PUB. 4-27-1999. MULTIPLE CLASS, INT. CLS. 
9 AND 41. 
RODOLPH, INC., SONOMA, CA: 
1,571,990, CANC. INT. CL. 24. 
ROHM AND HAAS COMPANY, PHILADELPHIA, PA: 
2,429,548, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
16 AND 41. 
ROI DEVELOPMENT CORP., SANTA ANA, CA, DBA NEWMAR: 
1,812,813, CANC. INT. CL. 9. 
ROLAND CORPORATION U.S., LOS ANGELES, CA: 
1,814,107, CANC. INT. CL. 41. 
ROMPOPE CORONADO §S.A., SAN LUIS POTOSI S.L.P., MEX- 


ICO, ANDRES, JORGE HERNANDEZ, SAN LUIS POTOSI, 
S.L.P., MEXICO: 
1,586,990. REN. 1-9-01. INT. CL. 30. 
ROSE, JILLIAN D., JAMAICA, NY: 
2,430,222, INT. CL. 41. 
ROSENBLUTH INTERACTIVE, INC., PHILADELPHIA, PA FROM 
BIZTRAVEL.COM, INC., NEW YORK, NY: 
2,430,163, INT. CL. 36. 
ROSENTHAL AKTIENGESELLSCHAFT, 95089 SELB, FED REP 
GERMANY: 
891,459. REN. 1-9-01. MULTIPLE CLASS, U.S. CLS. 8 (INT. 
CL. 34), 23 (INT. CL. 8), 28 (INT. CL. 8), 30 (INT. CL. 
21), 33 (INT. CL. 21), 34 (INT. CLS. 7 AND 11) AND 
50 (INT. CL. 20). 
ROSEVILLE PCS, INC., ROSEVILLE, CA: 
2,429,166, PUB. 9-26-2000. INT. CL. 38. 
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ROSH INTELLIGENT SYSTEMS, INC., NEEDHAM, MA: 
1,813,428, CANC. INT. CL. 9. 

ROSSI & MARICLE, P.C., DENVER, CO: 
2,429,696, PUB. 11-28-2000. INT. CL. 42. 

ROSY BLUE INC., NEW YORK, NY: 
1,814,417, CANC. INT. CL. 14. 

ROTARY INTERNATIONAL, EVANSTON, IL: 

2,430,104, PUB. 11-28-2000. INT. CL. 14. 

ROTRONIC AG, ZURICH, SWITZERLAND: 

1,597,260. REN. 1-10-01. INT. CL. 9. 

ROUGIE BIZAC INTERNATIONAL, 24200 SARLAT - LA- 
CANEDA, FRANCE, LES FILS DE J. LEON BIZAC, BRIVE 
LA GAILLARDE, FRANCE: 

1,621,420. REN. 1-9-01. INT. CL. 29. 
ROYAL APPLIANCE MFG. CO., CLEVELAND, OH: 
1,812,810, CANC. INT. CL. 9. 

ROYAL GOLF, L.P., Il, SANTA MONICA, CA: 

1,573,896, CANC. MULTIPLE CLASS, INT. CLS. 41 AND 
42. 
ROZMANITH, ANTHONY L., CHERRY HILL, NJ: 
1,814,284, CANC. MULTIPLE CLASS, INT. CLS. 35, 36 AND 
42. 
RPM PIZZA, INC. HOLDING COMPANY, GULFPORT, MI: 
1,619,141. REN. 1-9-01. INT. CL. 42. 
RPS INTERNATIONAL, INC., CARLSBAD, CA: 
1,813,340, CANC. INT. CL. 3. 
RS INFORMATION SYSTEMS, INC., MCLEAN, VA: 
2,429,709, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
41 AND 42. 
RUBENSTEIN & ZIFF, INC., MINNEAPOLIS, MN: 
2,429,774, PUB. 11-28-2000. INT. CL. 35. 

RUGBY-DARBY GROUP COMPANIES, INC., ROCKVILLE CEN- 
TRE, NY: 

1,812,670, CANC. INT. CL. 5., 

RULE INDUSTRIES, INC., GLOUCESTER, MA, EASTERN COM- 
PANY, THE, NAUGATUCK, CT: 

898,584. REN. 1-8-01. U.S. CL. 14 (INT. CL. 6). 

RUSCO CANADA MANUFACTURING, LTD., HAMILTON, ON- 
TARIO, CANADA: 

690,075, CANC. U.S. CL. 12. 

RUSK, RANDY, ANAHEIM, CA AND HALL, RON, ANAHEIM, 
CA: 

1,814,133, CANC. INT. CL. 41. 
RUSS BERRIE AND COMPANY, INC., OAKLAND, NJ: 
1,812,246, CANC. INT. CL. 28. 

RUSSELL J. BERG, Il AND REA C. BERG, SANDWICH, MA, 

DBA BEAUTIFUL FEET BOOKS: 
2,429,316, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
9, 16 AND 35. 
RUSSER, MICHAEL J., SANTA BARBARA, CA: 
2,429,075, PUB. 11-28-2000. INT. CL. 41. 
RYAN DROSSMAN & PARTNERS, INC., NEW YORK, NY: 
2,430,417, INT. CL. 35. 
RYDIN INDUSTRIES, INC., WARRENVILLE, IL: 
1,572,536, CANC. INT. CL. 42. 
RYKA, INC., KING OF PRUSSIA, PA: 
1,572,014, CANC. INT. CL. 25. 
RYKOFF-SEXTON, INC., LOS ANGELES, CA: 
1,813,085, CANC. INT. CL. 29. 

RYKOFF-SEXTON, INC., LOS ANGELES, CA, DBA S. E. 
RYKOFF & CO.: 

1,813,644, CANC. MULTIPLE CLASS, INT. CLS. 16 AND 
21. 
RYLAND GROUP, INC., THE, COLUMBIA, MD: 
1,812,384, CANC. MULTIPLE CLASS, INT. CLS. 36 AND 
37. 
S & G ENTERPRISES INC., GERMANTOWN, WI: 
1,573,236, CANC. INT. CL. 12. 
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S & L ACQUISITION COMPANY, L.P., NEW YORK, NY TO 
ADRIEN ARPEL SPA & SALON, INC, NEW YORK, NY: 
1,566,685, CANC. INT. CL. 42. 
S. C. JOHNSON & SON, INC., RACINE, WI: 
690,388, CANC. U.S. CL. 6. 
S.D. MYERS, INC., TALLMADGE, OH: 
1,617,975. REN. 1-6—01. INT. CL. 37. 
S.H.R., INC., NEW YORK, NY: 
2,429,687, PUB. 11-28-2000. INT. CL. 14. 
S.M.F INTERNATIONAL, 58200 COSNE-SUR-LOIRE, FRANCE: 
2,429,421, PUB. 11-28-2000. INT. CL. 7. 
S.S.C. A/S, 2620 ALBERTSLUND, DENMARK: 
2,429,228, PUB. 11-28-2000. INT. CL. 16. 
S-B POWER TOOL COMPANY, CHICAGO, IL, EMERSON ELEC- 
TRIC CO., ST. LOUIS, MO: 

1,143,142. REN. 1-9-01. INT. CL. 8. 

SA SCIENTIFIC, INC., SAN ANTONIO, TX: 
2,429,970, PUB. 11-28-2000. INT. CL. 5. 

SAAMA TECHNOLOGIES, INC., SAN JOSE, CA: 
2,429,230, PUB. 9-12-2000. INT. CL. 42. 

SABORMEX, S.A. DE C.V., COL. APATLACO, MEXICO: 
2,430,176, INT. CL. 29. 

SAEGER, DANIEL P., ENGLEWOOD, CO AND BROWN, JAMES 
A., FOXFIELD, CO: 

2,429,671, PUB. 9-12-2000. MULTIPLE CLASS, INT. CLS. 
35 AND 39. 
SAFECO INSURANCE COMPANY OF AMERICA, SEATTLE, 
WA: 

2,429,624, PUB. 11-28-2000. INT. CL. 36. 

SAFETY LST, INC., CANTON, MA: 
2,430,036, PUB. 11-28-2000. INT. CL. 28. 

SAFETY TECHNOLOGY INTERNATIONAL, WATERFORD, MI: 
2,429,137, PUB. 11-28-2000. INT. CL. 9. 

SAFETY 1ST INC., CANTON, MA: 
2,430,032, PUB. 11-28-2000. INT. CL. 21. 

SAFETY-KLEEN SYSTEMS, INC., ELGIN, IL: 

2,429,789, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
35, 37, 39, 40, 41 AND 42. 
SAGE PRODUCTS, INC., CRYSTAL LAKE, IL: 
1,812,849, CANC. INT. CL. 10. 
SAIC, SAN DIEGO, CA: 
2,384,495, COR. INT. CL. 9. 
SAILOR JERRY LIMITED, PHILADELPHIA, PA: 
2,429,311, PUB. 11-28-2000. INT. CL. 16. 

SAINT-GOBAIN CERAMICS & PLASTICS, INC., WORCESTER, 
MA, CERBEC CERAMIC BEARINGS COMPANY, EAST 
GRANBY, CT: 

1,597,178. REN. 1-601. 
AND 12. 

SALAMANDER AG, D-70806 KORNWESTHEIM, FED REP GER- 

MANY: 
2,429,423, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
1, 17, 18 AND 19. 
SALES RESEARCH INSTITUTE, INC., BOSTON, MA: 
2,430,014, PUB. 11-28-2000. INT. CL. 35. 
SALGADO Y COMPANIA, S.A. UNION COMERCIAL ACEITERA, 
28004 MADRID, SPAIN: 
1,813,895, CANC. INT. CL. 29. 
SALK COMPANY, INC., THE, BOSTON, MA: 
1,618,393. REN. 1-9-01. INT. CL. 5. 
SALOMON SMITH BARNEY INC., NEW YORK, NY: 
2,430,541, INT. CL. 36. 
SALT LAKE ORGANIZING COMMITTEE FOR THE OLYMPIC 
WINTER GAMES OF 2002, SALT LAKE CITY, UT: 
2,430,504, INT. CL. 18. 
SALZ LEATHERS, INC., SANTA CRUZ, CA: 
1,812,154, CANC. INT. CL. 18. 
SAM ASH MUSIC CORPORATION, HICKSVILLE, NY: 
1,617,256. REN. 1-9-01. INT. CL. 41. 
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2,429,609, PUB. 11-28-2000. INT. CL. 15. 
SAM’S WINES & LIQUORS INC., CHICAGO, IL: 
1,573,721, CANC. INT. CL. 33. 
SAMPSON, SUSAN M., EASTON, CT: 
2,430,007, PUB. 11-28-2000. INT. CL. 16. 
SAMYANG FOODS CO., LTD., SEOUL, REPUBLIC OF KOREA: 
1,572,212, CANC. INT. CL. 30. 
SAN TELMO, INC., BARRINGTON, IL: 
2,430,034, PUB. 11-28-2000. INT. CL. 3. 
SANDBERG & SIKORSKI DIAMOND CORP., NEW YORK, NY: 
1,812,072, CANC. INT. CL. 14. 
SANDEEN, INC., ACAMPO, CA: 
1,622,671. REN. 1-9-01. INT. CL. 28. 
SANDOZ PHARMACEUTICALS CORPORATION, EAST HAN- 
OVER, NJ: 

1,127,775, CANC. INT. CL. 5. 
1,127,776, CANC. INT. CL. 5. 

SANDS, KENYATTA HENRY MALCOLM, ATLANTA, GA: 
1,813,837, CANC. INT. CL. 25. 
1,813,838, CANC. INT. CL. 25. 

SANDVIK AKTIEBOLAG, SANDVIKEN, SWEDEN: 
1,611,026. REN. 1-11-01. INT. CL. 7. 

SANDVIK AKTIEBOLAG, S-811 81 SANDVIKEN, SWEDEN: 
1,614,626. REN. 1-11-01. INT. CL. 7. 

SANE CROWN INDUSTRY CO., LTD., TAINAN HSIEN, TAI- 

WAN: 
1,571,682, CANC. INT. CL. 9. 
SANGAMON COMPANY, THE, TAYLORVILLE, IL: 
1,128,280, CANC. INT. CL. 16. 
1,571,834, CANC. INT. CL. 16. 
1,573,330, CANC. INT. CL. 16. 

SANOY INCORPORATED, NEW YORK, NY, DBA MADEMOI- 
SELLE DE PARIS: 

2,430,023, PUB. 11-28-2000. INT. CL. 14. 

SANSUM-SANTA BARBARA MEDICAL FOUNDATION CLINIC, 
SANTA BARBARA, CA: 

2,429,618, PUB. 11-28-2000. INT. CL. 42. 

SANTOS TECHNOLOGY, INC., TORRANCE, CA: 

1,813,457, CANC. INT. CL. 9. 

SARA LEE CORPORATION, WINSTON SALEM, NC, HANES 
CORPORATION, WINSTON-SALEM, NC: 

891,626. REN. 1-10-01. U.S. CL. 39 (INT. CL. 25). 

SARAMAR L.L.C, CHICAGO, IL, NICHOLAS PROPRIETARY 
LIMITED, CHADSTONE, VICTORIA, AUSTRALIA: 

1,135,419. REN. 1-10-01. INT. CL. 3. 
SARGIS CONSTRUCTION COMPANY, INC., ROCKY HILL, CT: 
2,429,763, PUB. 11-28-2000. INT. CL. 35. 
SARTORIUS AG, D-37070 GOTTINGEN, FED REP GERMANY: 
2,429,676, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
9 AND 10. 
2,429,825, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
9 AND 11. 
SAUNDERS, WILLIAM E., ROCHESTER, NY: 
1,601,643. REN. 1-10-01. INT. CL. 14. 

SAVAGE, BRIAN, BERKELEY HEIGHTS, NJ AND SAVAGE, 
GREGORY, SKILLMAN, NJ AND _ STRAUSS, PAUL, 
SKILLMAN, NJ: 

1,812,527, CANC. INT. CL. 42. 

SAVANTAGE, INC., AUSTIN, TX: 

2,429,024, PUB. 1-27-1998. INT. CL. 9. 

SAVE ON SOFTWARE, WILKES-BARRE, PA: 

1,812,819, CANC. INT. CL. 9. 
SAVE-A-LOT FOOD STORES, INC., EARTH CITY, MO FROM 
MORAN FOODS, INC, EARTH CITY, MO: 
2,430,356, INT. CL. 21. 
SAVVYHEALTH.COM, INC., SAN FRANCISCO, CA: 
2,430,030, PUB. 11-28-2000. INT. CL. 42. 
SAXON PAINT & HOME CARE CENTERS, INC., CHICAGO, IL: 
1,128,356, CANC. INT. CL. 27. 
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SCAMCO, INC., COLORADO SPRINGS, CO, DBA VALDEZ PRO- 
DUCTIONS, INC.: 


1,812,479, CANC. INT. CL. 41. 
SCAN-GRAPHICS, INC., BROOMALL, PA: 
1,812,738, CANC. INT. CL. 9. 
1,812,739, CANC. INT. CL. 9. 
1,814,355, CANC. INT. CL. 9. 
SCHEEPSWERF DAMEN B.V., 4202 MS GORINCHEM, NETHER- 
LANDS: 
1,812,036, CANC. INT. CL. 12. 
SCHENLEY AFFILIATED BRANDS CORP., NEW YORK NY: 
690,657, CANC. U.S. CL. 49. 
SCHERER, GARY D., CARDIFF, CA: 
1,814,561, CANC. INT. CL. 42. 
SCHERER’S, INC., WORTHINGTON, OH: 
2,430,451, INT. CL. 35. 
SCHERING-PLOUGH VETERINARY CORPORATION, RENO, NV, 
SCHERING CORPORATION, KENILWORTH, NJ: 
1,614,595. REN. 1-10-01. INT. CL. 5. 
SCHILLER, HENRI, PARIS, FRANCE: 
1,396,417, CANC. INT. CL. 5. 
SCHLAGE LOCK COMPANY, SAN FRANCISCO, CA: 
1,421,791, CANC. INT. CL. 9. 
SCHLUMBERGER INDUSTRIES, 
FRANCE: 
2,429,105, PUB. 11-28-2000. INT. CL. 9. 
SCHMIDT, MELVIN L., WATHENA, KS: 
1,812,313, CANC. INT. CL. 31. 
SCHNADIG CORPORATION, CHICAGO, 
NATIONAL FURNITURE: 
1,128,300, CANC. INT. CL. 20. 
SCHNEIDER (USA) INC., PLYMOUTH, MN: 
1,812,845, CANC. INT. CL. 10. 
SCHNEIDER AUTOMATION INC., NO. ANDOVER, MA, GOULD 
INC., ROLLING MEADOWS, IL: 
1,145,685. REN. 1-11-01. INT. CL. 9. 
SCHNEIDER AUTOMATION INC., N. ANDOVER, MA, SQUARE 
D COMPANY, PALATINE, IL: 
1,174,885. REN. 1-10-01. INT. CL. 9. 
SCHNEIDER, JILL, MIAMI, FL: 
1,812,477, CANC. INT. CL. 41. 
SCHNUCK MARKETS, INC., ST. LOUIS, MO: 
2,429,680, PUB. 11-28-2000. INT. CL. 41. 
SCHOLASTIC INC., NEW YORK, NY: 
2,430,058, PUB. 11-28-2000. INT. CL. 28. 
SCHREIBER, ROBERT, CHESTERTOWN, MD: 
2,430,330, INT. CL. 5. 
SCHUESSLER KNITTING MILLS INC., CHICAGO, IL, DBA PED- 
IGREE KNITS: 
1,642,117. REN. 1-9-01. INT. CL. 25. 
1,642,865. REN. 1-10-01. INT. CL. 25. 
SCHUETTE, DARWIN F., AURORA, CO: 
1,813,758, CANC. INT. CL. 20. 
SCHWINN BICYCLE COMPANY, CHICAGO, IL: 
1,127,856, CANC. INT. CL. 12. 
1,812,876, CANC. INT. CL. 12. 
1,812,877, CANC. INT. CL. 12. 
SCHWINN CYCLING & FITNESS INC., BOULDER, CO, 
SCHWINN BICYCLE COMPANY, CHICAGO, IL: 
1,601,104. REN. 1-6-01. INT. CL. 28. 
SCI SYSTEMS, INC., HUNTSVILLE, AL: 
1,813,405, CANC. INT. CL. 9. 
SCIAKY BROS., INC., CHICAGO, IL: 
1,127,830, CANC. INT. CL. 9. 
SCIENTIFIC AND ENGINEERING SOFTWARE, INC., AUSTIN, 
TX: 
1,592,820. REN. 1-6-01. INT. CL. 9. 
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SCORE BOARD HOLDING CORPORATION, THE, CHERRY 
HILL, NJ: 


1,572,541, CANC. INT. CL. 42. 
SCORE GROUP, INC., GRAND PRAIRIE, TX: 
1,812,893, CANC. INT. CL. 16. 
SCOTT ADVERTISING AND PUBLISHING CO., LIVONIA, MI: 
2,429,651, PUB. 11-28-2000. INT. CL. 16. 
SCOVILL FASTERNERS, INC., CLARKSVILLE, GA, UNITED- 
CARR FASTENER CORPORATION, BOSTON, MA: 
699,061. REN. 1-9-01. U.S. CL. 40 (INT. CL. 26). 
SCULLY SIGNAL COMPANY, WILMINGTON, MA: 
536,186. REN. 1-10-01. U.S. CL. 26 (INT. CL. 9). 
SDG SOFT, CAMARILLO, CA: 
1,813,448, CANC. INT. CL. 9. 
SEABOLT, RONNIE L., TROY, NC: 
1,813,621, CANC. INT. CL. 13. 
SEAFOOD INVESTORS, LTD, HOUSTON, TX: 
2,429,586, PUB. 11-28-2000. INT. CL. 29. 
SEAL PRODUCTS INCORPORATED, NAUGATUCK, CT: 
1,812,703, CANC. INT. CL. 7. 
SEALRITE WINDOWS, INC., LINCOLN, NE: 
1,813,368, CANC. MULTIPLE CLASS, INT. CLS. 6 AND 19. 
SEALY MATTRESS COMPANY OF READING, INC., READING 
PA.: 
690,235, CANC. U.S. CL. 32. 
SEALY MATTRESS COMPANY OF READING, INC., READING 
PA: 
690,236, CANC. U.S. CL. 32. 
SEAMCO LABORATORIES, INC., TAMPA, FL, DBA SEAMCO: 
1,812,938, CANC. INT. CL. 19. 
SEAMLESS GUTTER CORPORATION, LOMBARD, IL: 
1,811,824, CANC. INT. CL. 6. 
SEARS, WILLIAM DR., CAPISTRANO BEACH, CA: 
1,594,757. REN. 1-9-01. INT. CL. 25. 
SEASONAL SPECIALTIES, EDEN PRAIRIE, MN: 
1,812,951, CANC. INT. CL. 21. 
SEBASTIANI VINEYARDS INCORPORATED, SONOMA, CA, 
DBA SEBASTIANI VINEYARDS: 
1,127,945, CANC. INT. CL. 33. 
SECOND CHANCE GOLF BALL RECYCLERS, INC., ORLANDO, 
FL: 
1,812,247, CANC. INT. CL. 28. 
SECOND MILLENNIUM, INC., CHICAGO, IL: 
2,429,670, PUB. 11-28-2000. INT. CL. 42. 
SECURITIES TRAINING CORPORATION, NEW YORK, NY: 
1,812,444, CANC. INT. CL. 41. 
SECURITY INVESTMENT COMPANY OF KANSAS CITY, KAN- 
SAS CITY, MO: 
2,429,435, PUB. 11-28-2000. INT. CL. 36. 
SECURITY LIFE OF DENVER INSURANCE COMPANY, DEN- 
VER, CO: 
1,814,052, CANC. INT. CL. 36. 
SEEDSTAGE.COM, L.P., AUSTIN, TX: 
2,429,914, PUB. 11-28-2000. INT. CL. 35. 
SEGELIN CORPORATION, THE, CLEVELAND, OH: 
1,573,698, CANC. INT. CL. 31. 
SEI INVESTMENTS DEVELOPMENTS, INC., OAKS, PA, SEI FI- 
NANCIAL MANAGEMENT CORPORATION, WAYNE, PA: 
1,593,382. REN. 1-8-01. INT. CL. 36. 
SEIDMAN, SANDY, MIDDLETOWN, CT, DBA SEIDMAN ASSO- 
CIATES TO THE SAFETY ZONE, LLC, CENTERBROOK, CT: 
1,628,572, CANC. INT. CL. 35. 
SEILER, MICHAEL, PLAINVIEW, NY: 
1,813,874, CANC. INT. CL. 28. 
SELAN; ALBERT, PALM SPRINGS, CA: 
727,571, CANC. U.S. CL. 51. 
SELECT SOPHWARE, INC., OYSTER BAY, NY: 
2,429,346, PUB. 11-28-2000. INT. CL. 42. 
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SELLNER MANUFACTURING COMPANY, FARIBAULT, MN: 
2,430,225, INT. CL. 28. 
SEMANO, INC., HAYWARD, CA: 
2,430,198, INT. CL. 40. 
SEMI-GAS SYSTEMS, INC., SAN JOSE, CA: 
1,813,592, CANC. INT. CL. 11. 
SEMICONDUCTOR INDUSTRY ASSOCIATION, SAN JOSE, CA: 
1,621,751. REN. 1-8-01. INT. CL. 42. 
SENSABLE TECHNOLOGIES, INC., CAMBRIDGE, MA: 
2,430,161, INT. CL. 9. 
SENSAR, PROVO, UT: 
2,429,283, PUB. 7-18-2000. INT. CL. 9. 
SEQUA CORPORATION, NEW YORK, NY: 
1,812,704, CANC. INT. CL. 7. 
SERCOMM CORP., HSINCHU, TAIWAN, CHINA: 
2,429,188, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
9 AND 37. 
SERITEX PRINTING LIMITED, WATERLOO, ONTARIO, CAN- 
ADA: 
1,812,245, CANC. INT. CL. 28. 
SERTURNER ARZNEIMITTEL GMBH, 33332 GUTERSLOH, FED 
REP GERMANY: 
2,429,173, PUB. 11-28-2000. INT. CL. 5. 
SERVICE EXPRESS INTERNATIONAL CORPORATION, PARMA, 
OH: 
2,430,285, INT. CL. 37. 
SERVO-TEK PRODUCTS COMPANY, INC., HAWTHORNE, NJ: 
1,612,668. REN. 1-6-01. INT. CL. 7. 
SEYMOUR HOUSEWARES CORPORATION, SEYMOUR, IN: 
1,813,613, CANC. MULTIPLE CLASS, INT. CLS. 12, 20, 21 
AND 22. 
SFINX, SPOJENE SMALTOVNY A ZAVODY NA KOVOVE 


ZBOZI NARODNI PODNIK, CESKE BUDEJOVICE, CZECHO- 
SLOVAKIA: 


1,128,106, CANC. INT. CL. 21. 

SG COWEN SECURITIES CORPORATION, NEW YORK, NY: 
2,430,559, INT. CL. 16. 

SHAFFER, JAMES E., YUMA, AZ, DBA PLATINUM CABARET: 
2,429,289, PUB. 11-28-2000. INT. CL. 41. 

SHAH SAFARI, INC., SEATTLE, WA: 
1,573,509, CANC. INT. CL. 25 

SHAPIRO YANINA, PORTALND, OR: 
2,429,649, PUB. 11-28-2000. INT. CL. 35. 

SHARED TECHNOLOGIES INC., WETHERSFIELD, CT: 
1,573,858, CANC. MULTIPLE CLASS, INT. CLS. 37, 38 AND 

42. 

SHAREVISION TECHNOLOGY, INC., MILPITAS, CA: 
1,813,570, CANC. INT. CL. 9. 

SHARIF & TARTIR, INC., IRVING, TX: 
2,429,760, PUB. 11-28-2000. INT. CL. 42. 

SHARP, DANIEL BRIAN, SANTA ROSA, CA: 
2,429,287, PUB. 11-28-2000. INT. CL. 30. 

SHARPMAN MEDIA, LLC, LOS ANGELES, CA: 
2,429,573, PUB. 7-4-2000. INT. CL. 42. 
2,429,574, PUB. 11-28-2000. INT. CL. 25. 

SHAW PRODUCTIONS, INC., ALPHARETTA, 

ETHICAD.COM, INC., ALPHARETTA, GA: 

2,430,462, INT. CL. 42. 

SHAYA, RAPHAEL, GREAT NECK, NY: 
1,812,992, CANC. INT. CL. 25. 

SHEARER, DAVID, NEW YORK, NY: 
2,429,883, PUB. 11-28-2000. INT. CL. 16. 

SHEARER’S FOODS, INC., BREWSTER, OH: 
1,620,176. REN. 1-6-01. INT. CL. 29. 
1,621,442. REN. 1-6-01. INT. CL. 29. 

SHEETZ OF DELAWARE, INC., WILMINGTON, DE: 
2,429,151, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 

29 AND 30. 
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SHELL OIL COMPANY, HOUSTON, TX: 
1,812,782, CANC. INT. CL. 9. 
SHERLOCK INK, PARKER, CO: 
2,429,663, PUB. 11-28-2000. INT. CL. 16. 
SHERMAN, RONALD, GAITHERSBURG, MD: 
1,620,781. REN. 1-12-01. INT. CL. 5. 
SHERWIN-WILLIAMS COMPANY, THE, CLEVELAND, OH TO 
SWIMC, INC., WILMINGTON, DE: 
1,597,087, CANC. INT. CL. 3. 
SHERWIN-WILLIAMS COMPANY, THE, CLEVELAND, OH: 
1,814,312, CANC. INT. CL. 2. 
2,429,660, PUB. 11-28-2000. INT. CL. 8. 
SHIBLI, AZZAM, SAN FRANCISCO, CA: 
1,814,214, CANC. INT. CL. 42. 
SHIMANO INC., SAKAI, OSAKA 590, JAPAN: 
1,812,869, CANC. INT. CL. 12. 
SHIMANO INC., SAKAI, OSAKAS90-77, JAPAN: 
2,429,104, PUB. 11-28-2000. INT. CL. 28. 
SHOGUN ENTERPRISES, INC., DALLAS, TX: 
2,429,985, PUB. 11-28-2000. INT. CL. 35. 
SHONEY’S, INC., NASHVILLE, TN: 
1,573,628, CANC. INT. CL. 29. 
SHOPPING4SURE.COM, INC., NORWALK, CT: 
2,430,053, PUB. 11-28-2000. INT. CL. 35. 
2,430,090, PUB. 11-28-2000. INT. CL. 35. 
SHORE HEALTH SYSTEM, INC., EASTON, MD: 
2,429,093, PUB. 11-28-2000. INT. CL. 42. 
2,429,094, PUB. 11-28-2000. INT. CL. 42. 
2,429,095, PUB. 11-28-2000. INT. CL. 42. 
2,429,096, PUB. 11-28-2000. INT. CL. 42. 
2,429,097, PUB. 11-28-2000. INT. CL. 42. 
2,429,099, PUB. 11-28-2000. INT. CL. 42. 
SHORTTV.COM, LLC, BROOKLYN, NY: 
2,430,583, INT. CL. 38. 
SHOUP, CHARLES L., MCLEAN, VA: 
1,814,258, CANC. INT. CL. 42. 
SHOWA SHINKU CO., LTD., KANAGAWA-KEN, JAPAN: 
2,430,502, INT. CL. 7. 
SHURE MANUFACTURING CORPORATION, WASHINGTON, 
MO: 
910,873. REN. 1-6-01. U.S. CL. 32 (INT. CL. 20). 
SHURE PRODUCTS, INC., CHICAGO, IL: 
1,814,585, CANC. INT. CL. 16. 
SIDNEY SCHLUSSELBERG COMPANY, INC., EL PASO, TX: 
2,430,440, INT. CL. 14. 
SIEMBIEDA, KEVIN, TAYLOR, MI, DBA PALLADIUM BOOKS: 
1,592,964. REN. 1-10-01. INT. CL. 16. 
SIEMENS AKTIENGESELLSCHAFT, MUNICH, FED REP GER- 
MANY: 
1,573,133, CANC. INT. CL. 10. 
2,429,190, PUB. 11-28-2000. INT. CL. 10. 
2,429,464, PUB. 11-28-2000. INT. CL. 9. 
SIEMENS-ELEMA AB, S-171 95 SOLNA, SWEDEN: 
1,813,588, CANC. INT. CL. 10. 
SIERRA OCCUPATIONAL SERVICES MEDICAL CLINIC, INC., 
STOCKTON, CA: 
1,814,254, CANC. INT. CL. 42. 
SIERRA ON-LINE, INC., OAKHURST, CA: 
1,812,259, CANC. INT. CL. 28. 
SIGMA IMAGING SYSTEMS, INC., NEW YORK, NY: 
1,813,426, CANC. MULTIPLE CLASS, INT. CLS. 9, 16, 41 
AND 42. 
SIGMA-ALDRICH CO, HIGHLAND, 
COMPANY, ST. LOUIS, MO: 
1,138,385. REN. 1-12-01. INT. CL. 16. 
SIGMA-ALDRICH CORPORATION, ST. LOUIS, MO: 
897,641. REN. 1-12-01. U.S. CL. 6 (INT. CL. 1). 
897,642. REN. 1-12-01. U.S. CL. 6 (INT. CL. 1). 
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SIGMA-TAU INDUSTRIE FARMACEUTICHE RIUNITE S.P.A.. 
ROMA, ITALY, HOFFMANN-LA ROCHE INC., NUTLEY, NJ: 
897,704. REN. 1-11-01. U.S. CL. 18 (INT. CL. 5). 
SIGMON, DARRELL W., HICKORY, NC: 
1,128,131, CANC. INT. CL. 4. 
SIL-MED CORPORATION, TAUNTON, MA: 
1,127,843, CANC. INT. CL. 10. 
SILEN, ARTHUR R., BOSTON, MA: 
1,814,190, CANC. INT. CL. 42. 
SILENT WITNESS ENTERPRISES LIMITED, VANCOUVER, 
BRITISH COLUMBIA, CANADA: 
1,572,968, CANC. INT. CL. 9. 
SILICON HILLS DESIGN, INC., AUSTIN, TX: 
2,429,730, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
40 AND 42. 
SILICON REEF, INC., SAN FRANCISCO, CA: 
2,429,315, PUB. 11-28-2000. INT. CL. 9. 
SILVER FOX COMPUTER CLUB, INC., LOUISVILLE, KY: 
1,572,489, CANC. INT. CL. 41. 
1,572,490, CANC. INT. CL. 41. 
SILVERPATCH, HOUSTON, TX: 
1,813,557, CANC. INT. CL. 9. 
SILVERSEA CRUISES LTD., FORT LAUDERDALE, FL: 
1,855,997, CANC. INT. CL. 41. 
SIMMONS COMPANY, ATLANTA, GA: 
1,814,452, CANC. INT. CL. 20. 
SIMON, MARK, ATLANTA, GA: 
2,430,226, INT. CL. 35. 
SIMPICH CHARACTER DOLLS, LTD., COLORADO SPRINGS, 
CO: 
1,604,838. REN. 1-8-01. INT. CL. 28. 
SIMPLEX TECHNOLOGY SYSTEMS, INC., TORRANCE, CA: 
1,573,590, CANC. INT. CL. 28. 
SIMPLICITY PATTERN CO, INC, NEW YORK, NY, STYLE PAT- 
TERNS LTD., NEW YORK, NY: 
891,787. REN. 1-10-01. U.S. CL. 26 (INT. CL. 16). 
SIMS COMMUNICATIONS, INC., DELRAY BEACH, FL: 
1,811,935, CANC. INT. CL. 9. 
SINGING STRINGS PRESS, THE, NOBLESVILLE, IN: 
2,429,743, PUB. 11-28-2000. INT. CL. 16. 
SINGLETON, CINDY, LYNCH STATION, VA: 
2,430,122, PUB. 11-28-2000. INT. CL. 28. 
SINO-AMERICAN HEALTH PRODUCTS, INC., TORRANCE, CA: 
2,429,632, PUB. 11-28-2000. INT. CL. 5. 
SISMOTEC S.A. DE C.V., SAN DIEGO, CA: 
1,811,899, CANC. INT. CL. 9. 
SISTER SCHUBERT'S HOMEMADE ROLLS, INC., 
AL: 
2,364,485, COR. INT. CL. 30. 
SIX FLAGS CORPORATION, ARLINGTON, TX TO SIX FLAGS 
THEME PARKS INC.: 
1,572,508, CANC. INT. CL. 41 
1,573,930, CANC. INT. CL. 41. 
SIZZLE’N LACE, WHITMAN, MA: 
1,813,806, CANC. INT. CL. 25. 
SIZZLER USA FRANCHISE, INC., CULVER CITY, CA, SIZZLER 
FAMILY STEAK HOUSES, CULVER CITY, CA: 
888,458. REN. 1-11-01. U.S. CL. 101 (INT. CL. 35). 
SKI AMERICA ENTERPRISES, INC., LENOX, MA: 
1,812,200, CANC. INT. CL. 25. 
SKINMARKET, INC., CARPINTERIA, CA: 
2,383,615, COR. INT. CL. 35. 
SKY DOLLY, TORONTO, ONTARIO: 
2,429,810, PUB. 11-28-2000. INT. CL. 7. 
SKYDESK, INC., SAN DIEGO, CA TO FAIRBANKS SYSTEMS 
GROUP, INC., SAN DIEGO, CA, DBA @BACKUP: 
2,384,097, COR. INT. CL. 42. 
SLATE CORPORATION, SCOTTSDALE, AZ: 
1,812,758, CANC. INT. CL. 9. 


LUVERNE, 


OFFICIAL GAZETTE 


FEBRUARY 20, 2001 


SLM INC., NEW YORK, NY: 
1,814,495, CANC. INT. CL. 28. 

SLM, INC., NEW YORK, NY: 
1,813,023, CANC. INT. CL. 28. 

SLOAN, TANIA ELIZABETH, NORTH HOLLYWOOD, CA: 
1,813,852, CANC. INT. CL. 28. 

SLOTWORLD, INC., CARSON CITY, NV FROM SMATAY, INC.. 
CARSON CITY, NV: 

2,429,268, PUB. 11-28-2000. INT. CL. 41. 

SMART GROUP, INC., ANNANDALE, NJ: 

2,430,070, PUB. 11-28-2000. INT. CL. 41. 
SMART PARTS, INC., LOYALHANNA, PA: 
2,429,767, PUB. 11-28-2000. INT. CL. 28. 
SMARTVISION LLC, CAMERON PARK, CA: 
2,429,152, PUB. 11-28-2000. INT. CL. 42 
SMATAY, INC.: See— 
SLOTWORLD, INC. 

SMITH & LOVELESS, INC., LENEXA, KS, UNION TANK CAR 
COMPANY, CHICAGO, IL: 

891,188. REN. 1-12-01. U.S. CL. 16 (INT. CL. 2). 

SMITH & NEPHEW DYONICS, INC., ANDOVER, MA: 

1,814,393, CANC. INT. CL. 10. 
SMITH SYSTEMS, INC., BREVARD, NC: 
1,624,561. REN. 1-12-01. INT. CL. 9. 
SMITH, G. DOUGLAS, PALM SPRINGS, CA: 
2,429,903, PUB. 11-28-2000. INT. CL. 42. 

SMITH’S FOOD & DRUG CENTERS, INC., SALT LAKE CITY, 

UT, DBA CREEKVIEW DAIRY: 
1,812,588, CANC. MULTIPLE CLASS, INT. CLS. 29 AND 
30. 
SMITHKLINE BEECHAM CORPORATION, PHILADELPHIA, PA: 
1,812,657, CANC. INT. CL. 5. 
1,812,675, CANC. INT. CL. 5. 
2,430,563, INT. CL. 3. 
SMOKE RISE CLUB, THE, KINNELON, NJ: 
2,429,457, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
16, 35 AND 41. 
SMRT, INC., PORTLAND, ME: 
2,429,107, PUB. 11-28-2000. INT. CL. 42. 

SMUGGLERS’ NOTCH MANAGEMENT COMPANY, LTD., 
SMUGGLERS’ NOTCH, VT, SMUGGLERS’ NOTCH FOOD 
AND BEVERAGE CO., LTD., THE, SMUGGLERS’ NOTCH, VT: 

1,599,980. REN. 1-11-01. INT. CL. 41. 

SNAP-TITE TECHNOLGIES, INC, 3411 SILVERSIDE ROAD, DE, 

SNAP-TITE, INC., WILMINGTON, DE: 
1,603,457. REN. 1-11-01. INT. CL. 9. 

SNAP-TITE TECHNOLOGIES, INC., WILMINGTON, DE, SNAP- 
TITE, INC., UNION CITY, PA: 

885,881. REN. 1-10-01. U.S. CL. 35 (INT. CL. 17) 

SNELLING AND SNELLING, INC., SARASOTA, FL: 

1,573,748, CANC. INT. CL. 35. 

SNIDER, JEFFREY A., PASADENA, CA: 

2,429,301, PUB. 11-28-2000. INT. CL. 9. 

SNO-ENGINEERING, INC., LITTLETON, NH: 

1,814,270, CANC. INT. CL. 42. 

SNOWLIFE NANDO PARJAROLA AG, 7250 KLOSTER, SWIT- 

ZERLAND: 
2,429,123, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
9, 25 AND 28 
SOAP DELI, INC., THE, HOPKINS, MN: 
2,429,682, PUB. 11-28-2000. INT. CL. 35. 
SOCIAL ENTREPRENEURS, INC., RENO, NV: 
2,429,842, PUB. 11-28-2000. INT. CL. 35. 
SOCIAL WORK P.R.N., OVERLAND PARK, KS: 
1,812,347, CANC. INT. CL. 35. 
SOCIETE ABX, HOUILLES, FRANCE: 
1,571,613, CANC. INT. CL. 9. 
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SOCIETE BOURGUIGNONNE DE MECANIQUE, CLENAY, 
FRANCE: 

1,127,853, CANC. INT. CL. 11. 

SOCIETE DES PRODUITS NESTLE S.A., 1800 VEVEY, SWIT- 
ZERLAND, PACIFIC COAST CONDENSED MILK CO., SE- 
ATTLE, WA: 

35,072. REN. 1-8-01. U.S. CL. 46 (INT. CLS. 29 AND 30). 

SOCIETE DES PRODUITS NESTLE S.A., 1800 VEVEY, SWIT- 
ZERLAND, FRUZOLA COMPANY OF ST. LOUIS, ST. LOUIS, 
MO: 

699,505. REN. 1-8-01. U.S. CL. 46 (INT. CL. 30). 

SOCIETE DES PRODUITS NESTLE S.A., 1800 VEVEY, SWIT- 

ZERLAND, CARNATION COMPANY, LOS ANGELES, CA: 
704,732. REN. 1-11-01. U.S. CL. 46 (INT. CL. 29). 

SOCIETE DES PRODUITS NESTLE S.A., 1800 VEVEY, SWIT- 
ZERLAND: 

1,128,395, CANC. INT. CL. 30. 

SOCIETE DES PRODUITS NESTLE S.A., 1800 VEVEY, SWIT- 
ZERLAND, STOUFFER CORPORATION, THE, SOLON, OH: 

1,609,219. REN. 1-11-01. INT. CL. 29. 

SOCIETE ESSILOR INTERNATIONAL (COMPAGNIE GENERAL 
D’ OPTIQUE), 94220 CHARENTON LE PONT, FRANCE, SO- 
CIETE INDUSTRIELLE ET COMMERCIALE DES OUVRIERS 


LUNETTERS (COTIET, POTCHET, TAGNON & CIE), PARIS, 
FRANCE: 


697,797. REN. 1-12-01. U.S. CL. 26 (INT. CL. 9). 

SOCIETE POINT A LA LIGNE BOUTIQUE, PARIS, FRANCE, 
POINT A LA LIGNE, 33700 MERIGNAC, FRANCE: 

1,134,956. REN. !-9-O0l1. MULTIPLE CLASS, INT. CLS. 4 
AND 21. 

SOCIETE POUR L’OEUVRE ET LA MEMOIRE D’ANTOINE DE 
SAINT EXUPERY/SUCCESSION DE SAINT EXUPERY- 
D’AGAY, 83700 SAINT RAPHAEL, FRANCE: 

1,812,061, CANC. INT. CL. 14. 

SOCIETES DES PRODUITS NESTLE S.A., 1800 VEVEY, SWIT- 

ZERLAND, STOUFFER CORPORATION, THE, SOLON, OH: 
1,606,568. REN. 1—8-01. INT. CL. 30. 

SOCOPLAN, SAINT-JEAN-DE-THOUARS, FRANCE: 

1,571,505, CANC. MULTIPLE CLASS, INT. CLS. 3 AND 35. 

SODEL LIMITED, ST. LAURENT QUEBEC, CANADA, SODEL 
INC., MONTREAL, QUEBEC, CANADA: 

1,118,140. REN. 1-12-01. INT. CL. 9. 

SODRA SKOGSAGARNA AB, 8-351 89 VAXJO, SWEDEN: 
1,814,306, CANC. INT. CL. 1. 

SOFPLEX INC., LOS ANGELES, CA: 
2,429,795, PUB. 11-28-2000. INT. CL. 9 

SOFT-LOGIK PUBLISHING CORP., ST. LOUIS, MO: 
1,813,410, CANC. INT. CL. 9. 

SOFT-LUV, LTD., HUNGHOM, KLN., HONG KONG: 
1,813,053, CANC. INT. CL. 28. 
1,813,054, CANC. INT. CL. 28. 

SOFTKLONE DISTRIBUTING CORPORATION, TALLAHASSEE, 
FL: 

1,601,972. REN. 1-12-01. INT. CL. 9 

SOFTSMILE CORPORATION, WILLOWDALE, ONTARIO, M2K 
1E3, CANADA: 

1,812,797, CANC. INT. CL. 9 
SOFTWARE GROVE CORPORATION, KIRKLAND, WA: 
1,814,575, CANC. INT. CL. 9. 

SOFTWARE PRODUCTIVITY RESEARCH, INC., BURLINGTON, 
MA: 

1,573,043, CANC. INT. CL. 9. 

SOHN, TINA, HONOLULU, HI: 

1,593,554. REN. 1-8—01. INT. CL. 42. 
SOLAR ENERGY INDUSTRIES ASSOCIATION, WASHINGTON, 
De: 
1,597,894. REN. 1-10-01. INT. CL. 42. 
SOLAR SYSTEMS & PERIPHERALS, INC., PRESTON, WA: 
2,429,345, PUB. 11-28-2000. INT. CL. 35. 
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SOLE - THE INTERNATIONAL SOCIETY OF LOGISTICS, HY- 
ATTSVILLE, MD: 


2,429,347, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS 
16 AND 42. 
SOLO SERVE CORPORATION, SAN ANTONIO, TX: 
1,812,502, CANC. INT. CL. 42. 
SOLOFERTIL COMERCIO E DISTRIBUIDORA DE PRODUTOS 
AGROPECUARIOS LTDA., SIMOES FILHO, BAHIA, BRAZIL: 
1,813,937, CANC. INT. CL. 30. 
SOLOMAT PARTNERS L.P., STAMFORD, CT: 
1,812,812, CANC. INT. CL. 9. 
SOLUX CORPORATION, WOODSIDE, NY: 
690,151, CANC. U.S. CL. 21. 
SOMORACKI, MICHAEL C., CLIFTON, NJ: 
2,429,735, PUB. 11-28-2000. INT. CL. 41. 
SONG, CHUAN, AMARILLO, TX AND SONG, KAREN, AMA- 
RILLO, TX: 
2,430,484, INT. CL. 35. 
SONOCO PRODUCTS COMPANY, HARTSVILLE, SC: 
1,617,582. REN. 1-11-01. INT. CL. 16. 
2,429,986, PUB. 11-28-2000. INT. CL. 16. 
SONU ENTERPRISES, LTD., FLUSHING, NY: 
1,572,032, CANC. INT. CL. 25. 
SONY COMPUTER ENTERTAINMENT AMERICA INC., FOSTER 
CITY, CA: 
2,430,437, INT. CL. 9. 
SONY CORPORATION, TOKYO, JAPAN: 
1,842,287, AM. INT. CL. 9. 
SONY TRANS COM INC., IRVINE, CA: 
1,814,357, CANC. INT. CL. 9. 

SOSNOWSKY, JOHN M., UNION BRIDGE, MD: 

1,600,593. REN. 1-12-01. MULTIPLE CLASS, INT. CLS. 9 
AND 14. 
SOTTERY, MARY L., PORTLAND, ME, DBA THE MAINE FLA- 
VOR CO.: 
1,602,612. REN. 1-6-01. INT. CL. 30. 
SOURCE ENTERPRISES, INC., NEW YORK, NY: 
2,430,037, PUB. 11-28-2000. INT. CL. 16. 
2,430,038, PUB. 11-28-2000. INT. CL. 41. 
SOURCES MINERALES HENNIEZ S.A., SWITZERLAND: 
1,572,280, CANC. INT. CL. 32. 
SOUTH WIND, INC., SILER CITY, NC: 
2,429,475, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS 
16 AND 41. 
2,429,476, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
16 AND 41. 
SOUTHCO, INC., CONCORDVILLE, PA: 
1,590,921. REN. 1-8-01. INT. CL. 20. 
SOUTHEASTERN LUMBER MANUFACTURERS ASSOCIATION, 
INC., FOREST PARK, GA: 
1,128,444, CANC. INT. CL. 42. 
SOUTHERN DAMAR GROUP, INC., KEY WEST, FL: 
1,812,661, CANC. INT. CL. S. 

SOUTHERN EXPOSITION MANAGEMENT COMPANY, AT- 
LANTA, GA, DBA NHHCE, THE NATIONAL HOME 
HEALTHCARE EXPOSITION: 

1,573,781, CANC. INT. CL. 35. 

SOUTHERN HEALTH PLAN, INC., MEMPHIS, TN: 
1,812,467, CANC. INT. CL. 41. 

SOUTHERN PRIDE, INC., BURLINGTON, NC: 
1,128,172, CANC. INT. CL. 7. 

SOUTHERN STATES COOPERATIVE, INC, RICHMOND, VA, 
GOLD KIST INC., ATLANTA, GA: 

1,599,777. REN. 1-10-01. INT. CL. 31. 

SOUTHLAND CORPORATION, THE, DALLAS, TX: 

1,573,645, CANC. INT. CL. 30 
SOUTHWEST CONTROLS, INC., ANAHEIM, CA: 
2,430,056, PUB. 11-28-2000. INT. CL. 35. 
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SOUTHWESTERN BELL YELLOW PAGES, INC., ST. LOUIS, 


1,812,358, CANC. MULTIPLE CLASS, INT. CLS. 35 AND 
42 
1,814,003, CANC. INT. CL. 35 
SPACE CONCEPTS LIMITED, WELLINGTON, NEW ZEALAND: 
2,429,477, PUB. 11-28-2000. INT. CL. 20. 
SPADER, DUANE G., SIOUX FALLS, SD: 
2,429,206, PUB. 11-28-2000. INT. CL. 41 
SPALDING & EVENFLO COMPANIES, INC., TAMPA, FL: 
1,127,936, CANC. INT. CL. 29. 
SPALDING SPORTS WORLDWIDE, INC., CHICOPEE, MA: 
2,430,547, INT. CL. 6. 
SPARTAN STORES, INC., GRAND RAPIDS, MI, MARKET DE- 
VELOPMENT CORPORATION, GRAND RAPIDS, MI: 
1,594,552. REN. 1-9-01. MULTIPLE CLASS, INT. CLS. 37 
AND 42. 
SPATOLA-THOMPSON, INC., PHILADELPHIA, PA: 
690,330, CANC. U.S. CL. 46. 
SPAZZOLIFICIO PIAVE S.P.A., 35010 ONARA DI TOMBOLO 
(PADOVA), ITALY: 
1,812,193, CANC. INT. CL. 21. 
SPC RESOURCES, INC., WILMINGTON, DE: 
1,813,747, CANC. INT. CL. 20. 
SPDIRECT INC., KAYSVILLE, UT, DBA GARDENLINK: 
2,429,635, PUB. 11-28-2000. INT. CL. 35. 
SPECIALIZED BICYCLE COMPONENTS, INC., MORGAN HILL, 
CA: 
2,429,939, PUB. 11-28-2000. INT. CL. 12. 
SPECTRACARE, INC., LOUISVILLE, KY: 
2,429,678, PUB. 9-5-2000. MULTIPLE CLASS, INT. CLS. 35 
AND 42. 
SPEERS, JAMES A., DEARBORN, MI: 
1,128,238, CANC. INT. CL. 12. 
SPELL C. LLC, VAN NUYS, CA, CHEROKEE GROUP, THE, 
SUNLAND, CA: 
1,644,461. REN. 1-10-01. INT. CL. 25. 
SPERGEL, MICHAEL J., OCEANSIDE, NY: 
2,429,234, PUB. 11-28-2000. INT. CL. 28. 
SPIEGEL, ROBERT N., PIKESVILLE, MD: 
1,812,569, CANC. INT. CL. 42. 
SPIFFY, INC., FLOSSMOOR, IL: 
1,812,371, CANC. INT. CL. 35. 
SPINK HOLDINGS LIMITED, LONDON, ENGLAND: 
2,429,066, PUB. 11-28-2000. INT. CL. 14. 
SPITZ, JEROLD B., WEST HARTFORD, CT, DBA INSIGHT 
MEDIA: 
1,571,850, CANC. INT. CL. 16. 
SPONGE CLEAN PRODUCTS CO., INC., NORTH BERGEN, NJ: 
1,128,315, CANC. MULTIPLE CLASS, INT. CLS. 24 AND 
27. 
SPORTS RACK, MOUNTAIN VIEW, CA: 
2,430,212, MULTIPLE CLASS, INT. CLS. 39 AND 42. 
SPORTS RESEARCH CORPORATION, SAN PEDRO, CA: 
1,813,318, CANC. INT. CL. 3. 
SPORTS-MIT INTERNATIONAL, BERKELEY, CA: 
1,814,475, CANC. INT. CL. 28. 
SPRAGUE-GOODMAN ELECTRONICS, 
PARK, NY: 
1,128,197, CANC. INT. CL. 9. 
SPRAY DYNAMICS, LTD., ST. CLAIR, MO, PAR-WAY GROUP, 
COSTA MESA, CA: 
1,585,315. REN. 1-6-01. INT. CL. 7. 
SPRAYING SYSTEMS COMPANY, WHEATON, IL: 
1,572,963, CANC. INT. CL. 8. 
SPRINGFIELD PAINTBALL, INC., SPRINGFIELD, MO: 
2,430,434, INT. CL. 28. 
SPRINGHOUSE CORPORATION, SPRING HOUSE, PA: 
2,429,478, PUB. 11-28-2000. INT. CL. 16. 
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SPRINGS WINDOW FASHIONS DIVISION, INC., MIDDLETON, 
WI, WAUSAU METALS CORPORATION, WAUSAU, WI: 
1,135,161. REN. 1-6-01. INT. CL. 20. 
SPX CORPORATION, MUSKEGON, MI: 
2,429,232, PUB. 11-28-2000. INT. CL. 7. 

SQUARE D COMPANY, PALATINE, IL, ELECTRIC CON- 
TROLLER & MANUFACTURING COMPANY, THE, CLEVE- 
LAND, OH: 

530,471. REN. 1-12-01. U.S. CL. 21 (INT. CL. 9). 

SQUIRE OF CALIFORNIA, CHULA VISTA, CA: 

1,572,049, CANC. INT. CL. 25. 
SQUIRE OF CALIFORNIA, SAN DIEGO, CA: 
1,573,512, CANC. INT. CL. 25. 

SSG (EUROPE) SA., FRIBOURG, SWITZERLAND: 

1,572,007, CANC. MULTIPLE CLASS, INT. CLS. 25 AND 
28. 
SSM HEALTH CARE ST. LOUIS, ST. LOUIS, MO, SSM HEALTH 
CARE, BLUE ISLAND, IL: 

1,621,791. REN. 1-6-01. INT. CL. 42. 

SSR, INC., DANVILLE, OH: 
1,573,586, CANC. INT. CL. 28. 

ST. LOUIS UNIVERSITY HOSPITAL, ST. LOUIS, MO: 
1,812,466, CANC. INT. CL. 41. 

ST. MARY’S MEDICAL CENTER, DULUTH, MN: 
1,593,532. REN. 1-8-01. INT. CL. 42. 

STACK’S LLC, NEW YORK, NY, STACK’S, NEW YORK, NY: 
1,578,964. REN. 1-12-01. MULTIPLE CLASS, INT. CLS. 16, 

35, 36 AND 42. 

STALEY, MARC J., TAMPA, FL: 
1,814,379, CANC. INT. CL. 9. 

STAMINA PRODUCTS, INC., SPRINGFIELD, MO, FREEMAN 

INTERNATIONAL, LTD., SPRINGFIELD, MO: 
1,612,192. REN. 1-6-01. INT. CL. 28. 
STANDARD CANDY COMPANY, INC., NASHVILLE, TN: 
1,572,227, CANC. INT. CL. 30. 

STANDARD MANAGEMENT CORPORATION, INDIANAPOLIS, 
IN: 

1,814,040, CANC. INT. CL. 36. 

STANDARD-COOSA-THATCHER COMPANY, CHATTANOOGA, 
TN: 

690,321, CANC. U.S. CL. 43. 

STANDEX INTERNATIONAL CORPORATION, SALEM, NH: 
2,429,855, PUB. 11-28-2000. INT. CL. 16. 

STANLEY ELECTRIC COMPANY LIMITED, TOKYO, JAPAN: 
1,813,381, CANC. MULTIPLE CLASS, INT. CLS. 7, 9, 10, 

11 AND 12. 

STANLEY WORKS, THE, NEW BRITAIN, CT: 
1,812,732, CANC. INT. CL. 9. 

STAODYN, INC., LONGMONT, CO: 
1,573,150, CANC. INT. CL. 10. 

STAR GROUP, THE, CHERRY HILL, NJ: 
2,430,438, INT. CL. 33. 

STAR-TEX MACHINERY COMPANY, INC., MESQUITE, TX: 
1,139,162. REN. 1-11-01. INT. CL. 7. 

STARKEY LABORATORIES, INC., CARROLLTON, TX, DBA 
OMNI HEARING SYSTEMS: 

1,814,223, CANC. INT. CL. 42 

STARR SEIGLE COMMUNICATIONS, INC., HONOLULU, HI, 
DBA STAR SEIGLE MCCOMBS ADVERTISING, STARRTECH 
INTERACTIVE, QMARK RESEARCH & POLLING, PROCOMM 
PUBLIC RELATIONS, AND STARRMARK MARKETING CON- 
SULTING: 

2,429,652, PUB. 8-8-2000. INT. CL. 42. 
STARSEED ENTERPRISES AG, 8038 ZURICH, SWITZERLAND: 
2,429,602, PUB. 11-28-2000. INT. CL. 38. 

STARSHINE PRODUCTS, INC., BURR RIDGE, IL, DBA CHI- 
CAGO BULLET PROOF SYSTEMS, INC., CHICAGO BULLET 
PROOF EQUIPMENT COMPANY, PARK FOREST, IL: 

1,126,660. REN. 1-6-01. MULTIPLE CLASS, INT. CLS. 6 
AND 19. 
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STATE BANK AND TRUST COMPANY, HARRODSBURG, KY: 
2,429,566, PUB. 11-28-2000. INT. CL. 36. 
STATE INDUSTRIAL PRODUCTS, CLEVELAND, OH: 
2,430,351, INT. CL. 7. 
2,430,353, INT. CL. 2. 
2,430,354, INT. CL. 5. 
2,430,359, INT. CL. 17. 
STATE OF FLORIDA DEPARTMENT OF CITRUS, LAKELAND 
FLA: 
690,694, CANC. U.S. CL. A 
STATE STREET CORPORATION, BOSTON, MA: 
2,429,088, PUB. 11-28-2000. INT. CL. 36. 
STATES NITEWEAR INC., HIALEAH, FL: 
1,594,362. REN. 1-9-01. INT. CL. 25. 
STAUDACHER, KONRAD, 8006 ZURICH, SWITZERLAND FROM 
VKS + PARTNER AG, 8006 ZURICH, SWITZERLAND: 
2,429,053, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS 
9, 16, 38, 41 AND 42. 
STAUFFER CHEMICAL COMPANY, WESTPORT, CT: 
690,641, CANC. U.S. CL. 46. 
STEHR, JAMES A., ALAMEDA, CA: 
2,429,399, PUB. 11-28-2000. INT. CL. 41. 
STEIN & CO. GMBH, D-42553 VELBERT, FED REP GERMANY: 
2,389,278, COR. INT. CL. 7. 
STEINBERG, ELLEN, CHATHAM, NJ: 
1,813,046, CANC. INT. CL. 28. 
STEIRISCHE KETTENFABRIKEN PENGG-WALENTA 
KOMMANDITGESELLSCHAFT, GRAZ, AUSTRIA: 
1,127,857, CANC. INT. CL. 12. 
STEPAN COMPANY, NORTHFIELD, IL: 
1,572,681, CANC. INT. CL. 1. 
STEPHEN MINISTRIES, ST. LOUIS, MO: 
2,430,008, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS 
9, 14, 16, 25 AND 41. 
STERGIOU & GRUBER’ RISK CONSULTANTS, _INC., 
LYNDHURST, NJ: 
2,430,467, INT. CL. 36 
STERITECH GROUP, INC., THE, CHARLOTTE, NC: 
2,429,834, PUB. 11-28-2000. INT. CL. 42. 
STERLING DRUG INC., NEW YORK, NY: 
690,050, CANC. U.S. CL. 6. 
STERLING INDUSTRIAL CORP., FORTY FORT PA: 
690,175, CANC. U.S. CL. 23. 
STERLING SOFTWARE, INC., DALLAS, TX: 
1,814,386, CANC. INT. CL. 9. 
STERN'S MIRACLE-GRO PRODUCTS, 
INGTON, NY: 
1,812,660, CANC. INT. CL. 5. 
STEVE KNOX GALLERY, L.L.C., EDMOND, OK: 
2,429,570, PUB. 11-28-2000. INT. CL. 35. 
STEVEN JENTER LABORATORIES LTD., NORTH VANCOUVER, 
BRITISH COLUMBIA, CANADA: 
1,128,141, CANC. INT. CL. 5. 
STEWART ORGAN SERVICE, INC., BALTIMORE, MD: 
2,430,040, PUB. 11-28-2000. INT. CL. 37. 
STEWART-WARNER CORPORATION, CHICAGO, IL: 
690,213, CANC. U.S. CL. 26. 
STOCKGROUP.COM, LTD., SAN FRANCISCO, CA: 
2,430,556, MULTIPLE CLASS, INT. CLS. 35 AND 36 
2,430,557, MULTIPLE CLASS, INT. CLS. 35 AND 36. 
STONE COUNTY SPECIALTIES, INC., DON MILLS, ONTARIO, 
CANADA: 
1,613,071. REN. 1-11-01. MULTIPLE CLASS, INT. CLS. 29 
AND 30. 
STONE, DONALD, OCEAN CITY, MD: 
1,813,834, CANC. INT. CL. 25. 
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STOP & SHOP SUPERMARKET COMPANY, THE, BRAINTREE, 
MA: 


1,813,992, CANC. MULTIPLE CLASS, INT. CLS. 35, 37, 38, 
39, 40 AND 42. 
STORMTECH SEARCH, LLC, SAN FRANCISCO, CA: 
2,430,020, PUB. 11-28-2000. INT. CL. 35. 
STORYSHARE INTERNATIONAL PTY LIMITED, MOSMAN, 
NSW, 2088, AUSTRALIA: 
2,261,910 NEW CERT. 2-20-2001. INT. CL. 42. 
STOUT SYSTEMS DEVELOPMENT, INC., ANN ARBOR, MI: 
2,430,081, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
35 AND 42. 
STRALSER, STEVEN, TUCSON, AZ: 
2,430,047, PUB. 11-28-2000. INT. CL. 41. 
STRATAGENE, LA JOLLA, CA: 
1,598,016. REN. 1-8-01. INT. CL. 1. 
STREAMLOGIC CORPORATION, NEWARK, CA, DBA HAMMER 
STORAGE SOLUTIONS: 
2,429,440, PUB. 11-28-2000. INT. CL. 9. 
STREULI SALES, INC., COLFAX, NC: 
2,430,017, PUB. 11-28-2000. INT. CL. 19. 
STROH BREWERY COMPANY, THE, DETROIT, MI: 
1,128,407, CANC. INT. CL. 32. 
STROTHER, BRENT, BRONX, NY: 
2,429,675, PUB. 7-25-2000. INT. CL. 41. 
STS SYSTEMS LTD., POINTE-CLAIRE, QUEBEC, CANADA: 
2,429,238, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
9 AND 16. 
STUDENT LOAN FUNDING RESOURCES, INC., CINCINNATI, 
OH: 
2,429,409, PUB. 11-28-2000. INT. CL. 36. 
SUGAR, BRIAN J., NEW YORK, NY: 
2,429,336, PUB. 11-28-2000. INT. CL. 42. 
SUGARLOAF MOUNTAIN WORKS, INC., GAITHERSBURG, MD: 
2,430,019, PUB. 11-28-2000. INT. CL. 41. 
SUGGS, DONALD R., BOYD, TX, DBA DON’S FRAME & AXLE 
SERVICE: 
1,812,719, CANC. INT. CL. 8. 
SUITE PARADISE, INC, POIPU-KOLOA, HI: 
2,429,669, PUB. 11-28-2000. INT. CL. 42. 
SUKUP MANUFACTURING COMPANY, SHEFFIELD, IA: 
1,136,608. REN. 1-8-01. INT. CL. 7. 
SULZER CALCITEK INC., CARLSBAD, CA: 
2,430,321, MULTIPLE CLASS, INT. CLS. 35 AND 41. 
SUMITEC, INC., BENTON HARBOR, MI: 
1,616,069. REN. 1-11-01. INT. CL. 37. 
1,622,890. REN. 1-12-01. INT. CL. 37. 
1,626,300. REN. 1-12-01. INT. CL. 37. 
SUN CHEMICAL CORPORATION, FORT LEE, NJ: 
1,597,035. REN. 1-6-01. INT. CL. 2. 
SUN GLORIA INTERNATIONAL, INC., SOUTH EL MONTE, CA: 
2,430,358, INT. CL. 25. 
SUN HARBOR INDUSTRIES: 
373,730, CANC. U.S. CL. 46. 
SUN INDUSTRIES, INC., JONESBORO, AR: 
1,814,409, CANC. INT. CL. 11. 
SUN OIL CO., PHILADELPHIA, PA: 
128,183, CANC. U.S. CL. 15. 
SUN SPORTSWEAR, INC., KENT, WA: 
1,812,219, CANC. INT. CL. 25. 
SUNBEAM CORPORATION, FT. LAUDERDALE, FL: 
1,573,165, CANC. INT. CL. 11. 
SUNKIST GROWERS, INC., SHERMAN OAKS, CA: 
1,572,255, CANC. INT. CL. 31. 
SUNMARKS, INC., WILMINGTON, DE: 
1,814,324, CANC. INT. CL. 4. 
SUNNY AVOCADO, LTD., SAN DIEGO, CA: 
1,812,282, CANC. INT. CL. 29. 
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SUNNY DAYS, INC., ST. LOUIS, MO, DBA MUDDY WATERS: 
1,128,069, CANC. INT. CL. 42. 
SUNSET PLASTIC PRODUCTS, INC., LENEXA, KS: 
1,128,294, CANC. INT. CL. 20 
SUNSHINE BISCUITS, INC., WOODBRIDGE, NJ: 
1,812,293, CANC. INT. CL. 30. 
SUNSHINE MILLS, INC., RED BAY, AL: 
1,573,696, CANC. INT. CL. 31. 
SUNTECHNOLOGY CORPORATION, SHELBY TOWNSHIP, MI 
1,573,185, CANC. INT. CL. 11. 
SUNTRAX INTERNATIONAL, INC., TAVENIER, FL: 
1,812,651, CANC. INT. CL. 3. 
SUPADANCE INTERNATIONAL LIMITED, ESSEX, ENGLAND: 
1,572,047, CANC. INT. CL. 25. 
SUPER TRAVEL, INC., NEWARK, CA: 
1,814,093, CANC. INT. CL. 39. 
SUPER-EGO TOOLS, S.A., ABADIANO (VIZCAYA), SPAIN: 
1,572,956, CANC. INT. CL. 8 
SUPERHIGHWAY CONSULTING, 
See— 
YESMAIL.COM, INC. 
SUPERIOR LABEL SYSTEMS, INC., CINCINNATI, OH: 
1,813,690, CANC. INT. CL. 16. 
SUPERIOR TOY & MFG. CO., INC., CHICAGO IL: 
690,515, CANC. U.S. CL. 22. 
SUPERLINE, INC., LOS ANGELES, CA: 
2,429,967, PUB. 11-28-2000. INT. CL. 25. 
SUPERMAC TECHNOLOGY, SUNNYVALE, CA: 
1,813,499, CANC. INT. CL. 9. 
SUPPLIER CITY, INC., TITUSVILLE, FL: 
2,429,591, PUB. 11-28-2000. INT. CL. 35. 
SUPREME PLASTIC PRODUCTS (UK) LIMITED, BLACKPOOL, 
LANCASHIRE, ENGLAND: 
2,429,305, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
9, 16, 18, 20 AND 21. 
SURGICAL LASER PRODUCTS, INC., THE WOODLANDS, TX: 
1,812,609, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 10. 
SUSLOVICH, SOL, MCLEAN, VA: 
2,429,122, PUB. 11-28-2000. INT. CL. 36. 
SUYDAM, JOHN K., PEACH BOTTOM, PA: 
1,812,257, CANC. INT. CL. 28. 
SUZUKI MUSICAL INSTRUMENT MANUFACTURING CO. LTD., 


HAMAMATSU, 430, JAPAN, DEMWAY PTY. LIMITED, NEW 
SOUTH WALES, AUSTRALIA: 


1,612,886. REN. 1-12-01. INT. CL. 15. 
SVEDALA INDUSTRIES, INC., WAUKESHA, WI, STEPHENS- 
ADAMSON MFG. CO., AURORA, IL: 
529,354. REN. 1-12-01. U.S. CL. 23 (INT. CL. 7). 
SWACKHAMER, PATRICIA, FOSTER CITY, 
SWACKHAMER, WILLIAM D., FOSTER CITY, CA: 
2,429,585, PUB. 6-20-2000. INT. CL. 28. 
SWAROVSKI JEWELRY U.S. LIMITED, CRANSTON, RI: 
1,588,760. REN. 1-10-01. INT. CL. 14. 
SWEET PAPER SALES CORP., HIALEAH, FL, DBA BETA PACK- 
AGING GROUP: 
2,429,442, PUB. 11-28-2000. INT. CL. 16. 
SWEETMAN INDUSTRIES, INC., COLORADO SPRINGS, CO: 
1,812,434, CANC. MULTIPLE CLASS, INT. CLS. 40 AND 
42. 
SWENSON PROCESS EQUIPMENT INC., HARVEY, IL: 
1,812,018, CANC. INT. CL. 11. 
SWIMC, INC., WILMINGTON, DE, PRATT & LAMBERT, INC., 
BUFFALO, NY: 
79,446. REN. 1-12-01. U.S. CL. 16 (INT. CL. 2). 
SWIMC, INC., WILMINGTON, DE, SHERWIN-WILLIAMS COM- 
PANY, THE, CLEVELAND, OH: 
275,775. REN. 1-12-01. U.S. CL. 16 (INT. CL. 2). 


INC. DBA WEBPROMOTE: 
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SWIMC, INC., WILMINGTON, DE, PERMAGILE CORPORATION 
OF AMERICA, WOODSIDE, NY: 
699,258. REN. 1-12-01. U.S. CL. 12 (INT. CL. 1). 
SWIMC, INC., WILMINGTON, DE, SHERWIN-WILLIAMS COM- 
PANY, THE, CLEVELAND, OH: 
1,597,087. REN. 1-11-01. INT. CL. 9. 
SWINDELL DRESSLER INTERNATIONAL 
CORAOPOLIS, PA: 
1,813,591, CANC. INT. CL. 11. 
SWING CAM LTD., SURREY, BRITISH COLUMBIA, CANADA: 
2,430,492, INT. CL. 9. 
SWING SYSTEMS, INC., BELMONT, CA: 
2,429,471, PUB. 11-28-2000. INT. CL. 28. 
SWINGLINE, INC., LONG ISLAND NY: 
690,259, CANC. U.S. CL. 37. 
SYCAMORE NETWORKS, INC., CHELMSFORD, MA: 
2,430,082, PUB. 11-28-2000. INT. CL. 9. 
SYCONET.COM, INC., MANASSAS, VA: 
2,429,724, PUB. 11-28-2000. INT. CL. 35. 
2,429,725, PUB. 11-28-2000. INT. CL. 35 
SYMBIOTICS, INC., CAMBRIDGE, MA: 
1,813,222, CANC. INT. CL. 9. 
SYMTALK, INC., ST. LOUIS, MO: 
2,430,010, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
16 AND 28. 
SYNOPSYS, INC., MOUTAIN VIEW, CA: 
1,618,482. REN. 1-9-01. INT. CL. 9. 
SYNOPTICS COMMUNICATIONS, INC., SANTA CLARA, CA: 
1,813,438, CANC. INT. CL. 9. 
SYNTEX (U.S.A.) INC., PALO ALTO, CA: 
1,572,828, CANC. INT. CL. 5. 
SYRACUSE CHINA CORPORATION, SYRACUSE, NY: 
882,850, CANC. U.S. CL. 30. 
SYSCO CORPORATION, HOUSTON, TX: 
1,812,897, CANC. INT. CL. 16. 
SYSTEM SOFTWARE ASSOCIATES, INC., CHICAGO, IL: 
1,813,406, CANC. INT. CL. 9. 
SYSTEM UNITED CORPORATE FEDERAL CREDIT UNION, AR- 
VADA, CO: 
1,812,394, CANC. INT. CL. 36. 
SYSTRAN S.A., MONTMORENCY, FRANCE: 
2,429,047, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
9 AND 38. 
T. JUNIORS, INC., NEW YORK, NY, TORINO JRS., INC., NEW 
YORK, NY: 
1,613,023. REN. 1-6-01. INT. CL. 25. 
T. MARZETTI COMPANY, COLUMBUS, OH, DBA AMISH 
KITCHENS: 
1,616,918. REN. 1-10-01. INT. CL. 30. 
T/MAKER COMPANY, MOUNTAIN VIEW, CA: 
1,811,983, CANC. INT. CL. 9. 
TA YU STATIONERY INDUSTRIAL CO., LTD., TAIPEI HSIEN, 
TAIWAN, TAIWAN: 
2,430,290, INT. CL. 16. 
TACO BELL CORP., IRVINE, CA: 
1,880,779, CANC. INT. CL. 30. 
1,906,721, CANC. INT. CL. 30. 
1,910,633, CANC. INT. CL. 42. 
1,915,751, CANC. INT. CL. 42. 
TACO VILLA, INC., SAGINAW, MI, DBA CASA DEL REY: 
1,813,078, CANC. INT. CL. 29. 
TACTICA INTERNATIONAL, INC., NEW YORK, NY: 
2,429,329, PUB. 11-28-2000. INT. CL. 21. 
TALES FROM THE CRYPT HOLDINGS, BEVERLY HILLS, CA: 
2,392,859, COR. INT. CL. 35. 
2,392,860, COR. INT. CL. 35. 
TAM MARKETING, INC., MANCHESTER, WA: 
2,382,206, COR. INT. CL. 11. 
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TAMA, INC., NEW YORK, NY: 
2,430,165, INT. CL. 3. 
2,430,166, INT. CL. 3. 
TAMARAC INTERNATIONAL CORP., MIAMI, FL: 
2,430,132, PUB. 11-28-2000. INT. CL. 9. 
TAMPA BAY AREA NFL FOOTBALL, INC., TAMPA, FL: 
1,812,092, CANC. MULTIPLE CLASS, INT. CLS. 16 AND 
25. 
TAN, ALAN KIM ONG, BERKELEY, CA: 
1,812,367, CANC. INT. CL. 35. 
TANAKA SEIKI CO., LTD., TOKYO, JAPAN: 
1,813,383, CANC. MULTIPLE CLASS, INT. CLS. 7, 9 AND 
16. 
TANGE INDUSTRIES, LTD., OSAKA PREFECTURE, JAPAN: 
1,813,228, CANC. INT. CL. 12. 
TANJANT TOOL CO. PTY. LTD., NORTH BALWYN, VICTORIA, 
AUSTRALIA: 
1,572,955, CANC. INT. CL. 8. 
TAPSCAN, INC., BIRMINGHAM, AL: 
1,811,986, CANC. INT. CL. 9. 
TARA KATE, LTD., CRANSTON, RI: 
1,573,253, CANC. INT. CL. 14. 
TARA LABS, INC., ASHLAND, OR, T.A.R.A. LABS, TOLUCA 
LAKE, CA: 
1,596,177. REN. 1-10-01. INT. CL. 9. 
TARGET S.R.L., 22079 VILLAGUARDIA (CO), ITALY: 
1,813,312, CANC. INT. CL. 3. 
TATLER PUBLISHING COMPANY LIMITED, LONDON, ENG- 
LAND: 
1,629,101. REN. 1-10-01. INT. CL. 16. 
TATUM, DAVID A JR, KELLER, TX: 
2,430,441, INT. CL. 28. 
TATUNG COMPANY OF AMERICA, INC., LONG BEACH, CA: 
1,814,372, CANC. INT. CL. 9. 
TAYLOR & FRANCIS, INC., WASHINGTON, DC: 
1,812,112, CANC. INT. CL. 16. 
TAYLOR WINE COMPANY, INC., THE, HAMMONDSPORT NY: 
373,930, CANC. U.S. CL. 47. 
373,932, CANC. U.S. CL. 47. 
TBA2 ASSOCIATES, PLLC, CHARLOTTE, NC: 
2,430,216, INT. CL. 42. 
TCBY ENTERPRISES, INC., LITTLE ROCK, AR: 
1,814,511, CANC. INT. CL. 30. 
TEACHERS INSURANCE AND ANNUITY ASSOCIATION, NEW 
YORK, NY: 
2,430,294, INT. CL. 36. 
TEAM CONCEPTS ELECTRONICS LTD., FO TAN, SHATIN, 
NEW TERRITORIES, HONG KONG: 
1,814,499, CANC. INT. CL. 28. 
TEAM INDUSTRIES, INC., BAGLEY, MN: 
2,429,639, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
7, 12, 40 AND 42. 
TEAMS PRODUCTS INTERNATIONAL, BOOTON, NJ: 
2,430,297, MULTIPLE CLASS, INT. CLS. 5 AND 7. 
TECH HACKERS INC., NEW YORK, NY: 
2,429,525, PUB. 11-28-2000. INT. CL. 42. 
TECHNICAL RUBBER COMPANY, INC., JOHNSTOWN, OH: 
1,811,754, CANC. INT. CL. 1. 
TECHNIFEX, INC., VALENCIA, CA: 
2,430,348, INT. CL. 28. 
TECHNOLOGY FLAVORS & FRAGRANCES, INC., AMITY- 
VILLE, NY, CHRISTIE, K. SHARON, NORTHPORT, NY: 
1,599,099. REN. 1-9-01. INT. CL. 3. 
TECHNOLOGY SERVICES GROUP, INC., CHICAGO, IL: 
2,429,339, PUB. 11-28-2000. INT. CL. 42. 
TECHRX INCORPORATED, PITTSBURGH, PA: 
2,429,630, PUB. 8-15-2000. INT. CL. 9. 
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TECNOLUMEN GMBH & CO. KG, 28207 BREMEN, FED REP 
GERMANY, TECNOLUMEN WALTER SCHNEPEL GMBH, 
BREMEN, FED REP GERMANY: 

1,599,198. REN. 1-11-01. INT. CL. 11. 

TECO PRODUCTS AND TESTING CORPORATION, WASH- 
INGTON DC: 

690,079, CANC. U.S. CL. 12. 

TEUIN KABUSHIKI KAISHA (TEUIN LIMITED), CHUO-KU, 
OSAKA, JAPAN: 

1,812,963, CANC. INT. CL. 24. 

TELE-COMMUNICATIONS ASSOCIATION, COVINA, CA: 
1,572,493, CANC. INT. CL. 41. 

TELECO, INC., GREENVILLE, SC: 
2,429,455, PUB. 11-28-2000. INT. CL. 9. 

TELEDYNE TECHNOLOGIES INCORPORATED, LOS ANGELES, 


CA FROM TELEDYNE INDUSTRIES INC., LOS ANGELES, 
CA: 


2,430,227, INT. CL. 9. 
TELEFLEX INCORPORATED, LIMERICK, PA: 
1,128,231, CANC. INT. CL. 12. 
TELEFLEX, INCORPORATED, LIMERICK, PA: 
1,813,715, CANC. INT. CL. 17. 
TELEMARK, INC., PORTLAND, OR: 
2,429,163, PUB. 11-28-2000. INT. CL. 35. 
TELEMATIC SYSTEMS, INC., NORTHVILLE, MI: 
2,429,411, PUB. 8-29-2000. INT. CL. 9. 
TELEMOTIVE UK LTD., SURREY KT2 4RY, ENGLAND: 
1,811,897, CANC. INT. CL. 9. 
TELEVISUAL COMMUNICATIONS, INC., CLEARWATER, FL: 
2,429,929, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
9, 16, 35 AND 41. 
TELEX COMMUNICATIONS, INC., MINNEAPOLIS, MN, TELEX, 
INC., ST. PAUL, MN: 
517,386. REN. 1-6-01. U.S. CL. 21 (INT. CL. 9). 
TELEX COMMUNICATIONS, INC., MINNEAPOLIS, MN FROM 
EV INTERNATIONAL, INC., BUCHANAN, MI: 
2,430,228, INT. CL. 9. 
TELOMERON CORPORATION, INCLINE VILLAGE, NV: 
2,429,397, PUB. 11-28-2000. INT. CL. 42. 
TEMO SUNROOMS, INC., CLINTON TOWNSHIP, MI, DBA FOR- 
MERLY TEMO. INC.: 
2,430,527, MULTIPLE CLASS, INT. CLS. 6 AND 19. 
TEMPLE ISRAEL OF HOLLYWOOD, INC., LOS ANGELES, CA: 
2,429,501, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
36 AND 42. 
TENNIS INDUSTRY ASSOCIATION, NORTH PALM BEACH, FL: 
1,812,522, CANC. INT. CL. 42. 
TENSION ENVELOPE CORPORATION OF KANSAS CITY, KAN- 
SAS CITY, MO: 
690,553, CANC. U.S. CL. 37. 
TENTEN INC., CARSON, CA: 
1,812,118, CANC. INT. CL. 16. 
TERNES REGISTER SYSTEM, WHITE BEAR TOWNSHIP, MN: 
1,596,097. REN. 1-10-01. INT. CL. 7. 
TERRAGLYPH INTERACTIVE L.P., SCHAUMBURG, IL: 
2,430,376, INT. CL. 9. 
TERRAMAR SPORTS WORLDWIDE, LTD., PORT CHESTER, NY: 
1,814,464, CANC. INT. CL. 25. 
TESSENDERLO KERLEY, INC., PHOENIX, AZ, OREGON-CALI- 
FORNIA CHEMICALS, INC., JUNCTION CITY, OR: 
1,577,268. REN. 1-11-01. INT. CL. 5. 
TEXACO INC., WHITE PLAINS N.Y-.: 
128,185, CANC. U.S. CL. 15. 
128,186, CANC. U.S. CL. 15. 
TEXAS REDS INCORPORATED, RED RIVER, NM: 
2,429,025, PUB. 11-28-2000. INT. CL. 30. 
TEXTRON INC., PROVIDENCE RL: 
373,738, CANC. U.S. CL. 16. 
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THAI TANTALUM, INC., GURNEE, IL: 
1,811,838, CANC. INT. CL. 6. 

THE DATALOK COMPANY, LOS ANGELES, CA: 
1,812,428, CANC. INT. CL. 39. 

THE FEDERATED GROUP, INC., ARLINGTON HEIGHTS, IL, 
FEDERATED FOODS, INC., CHICAGO, IL, DBA NATIONAL 
BRAND SALES DIVISION: 

894,253. REN. 1-9-01. US. CL. 46 (INT. CLS. 29 AND 30). 

THE FEDERATED GROUP, INC., ARLINGTON HEIGHTS, IL, 
FEDERATED FOODS, INC., PARK RIDGE, IL: 

1,138,009. REN. 1-9-01. INT. CL. 29. 
THE MCGRAW-HILL COMPANIES, INC, NEW YORK, NY, 
STANDARD & POOR’S CORPORATION, NEW YORK, NY: 
527,414. REN. 1-11-01. U.S. CL. 38 (INT. CL. 16). 
THE RETURN EXCHANGE, INC., SANTA ANA, CA: 
2,429,343, PUB. 11-28-2000. INT. CL. 35. 
THE SAFETY ZONE, LLC, CENTERBROOK, CT, SEIDMAN, 
SANDY, MIDDLETOWN, CT, DBA SEIDMAN ASSOCIATES: 
1,615,525. REN. 1-12-01. MULTIPLE CLASS, INT. CLS. 9, 
35 AND 42. 
1,628,572. REN. 1-12-01. INT. CL. 42. 

THE SCOTT FETZER COMPANY, WESTLAKE, OH, SCOTT & 

FETZER COMPANY, THE, WESTLAKE, OH: 
1,151,579. REN. 1-11-01. INT. CL. 9. 

THE TRUSTEES OF THE CENTER FOUNDATION, A PENNSYL- 
VANIA CHARITABLE TRUST, THE TRUSTEES COMPRISING 
MICHAEL J.J. CAMPBELL, GAIL P. CAMPBELL, MICHAEL 
S. CAMPBELL, SUSAN K. GARRISON, AND PAMELA G. 
PHELAN, ALL U.S. CITIZENS, MEDIA, PA: 

2,429,142, PUB. 11-28-2000. INT. CL. 42. 

THEODORUS NIEMEYER B.V., GRONINGEN NETHERLANDS: 

690,099, CANC. U.S. CL. 17. 
THER-A-PEDIC ASSOCIATES, INC., MIDDLESEX, NJ: 
1,136,217. REN. 1-8-01. INT. CL. 20. 

THERMALEX, INC., MONTGOMERY, AL: 

2,429,860, PUB. 11-28-2000. INT. CL. 11. 

THERMOTECH INDUSTRIES, INC., TOLEDO, OH: 

1,814,407, CANC. INT. CL. 11. 
THIS IS BLACK ATLANTA, ACWORTH, GA: 
1,812,351, CANC. INT. CL. 35. 

THOMAS PINK LIMITED, LONDON SW8 4AP, UNITED KING- 
DOM: 

2,429,601, PUB. 10-31-2000. MULTIPLE CLASS, INT. CLS. 
14, 18, 21, 24, 25, 26 AND 35. 

THOMAS TUNNOCK LIMITED, UDDINGSTON, GLASGOW, 
SCOTLAND: 

1,573,655, CANC. INT. CL. 30. 

THOMASVILLE FURNITURE INDUSTRIES, INC., THOMAS- 
VILLE, NC: 

1,151,730. REN. 1-9-01. INT. CL. 20. 

THOMPSON PROFESSIONAL AND REGULATORY, INC., 
CARROLLTON, TX, WINN, FRANCIS W., DALLAS, TX, DBA 
COMPUTER LANGUAGE RESEARCH: 

892,213. REN. 1-11-01. U.S. CL. 101 (INT. CL. 35). 

THOMSON FINANCIAL NETWORKS INC., BOSTON, MA: 

1,813,197, CANC. INT. CL. 42. 
THOMSON TECHNICAL DATA CORPORATION, BOSTON, MA: 
1,574,054, CANC. INT. CL. 42. 
THUNDERWEAR, INC., SAN CLEMENTE, CA: 
1,813,881, CANC. INT. CL. 28. 
THYMES, LIMITED, THE, MINNEAPOLIS, MN: 
1,623,206. REN. 1-9-01. INT. CL. 3. 
TIE/COMUNICATIONS, INC., STAMFORD, CT: 
1,128,204, CANC. INT. CL. 9. 
TIME INC., NEW YORK, NY: 
2,430,054, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
16 AND 35. 
TIME INSURANCE CO., MILWAUKEE, WI: 
2,263,991, COR. INT. CL. 42. 
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TIME WARNER ENTERTAINMENT COMPANY, L.P., 
YORK, NY: 


2,430,289, INT. CL. 41. 
TIMES MIRROR MAGAZINES, INC., NEW YORK, NY: 
2,429,144, PUB. 11-28-2000. INT. CL. 28. 
2,429,568, PUB. 11-28-2000. INT. CL. 41. 
TIMEWORKS, INC., NORTHBROOK, IL: 
1,833,671, CANC. INT. CL. 9. 
TIMEX CORPORATION, MIDDLEBURY, CT: 
2,430,164, INT. CL. 25. 
TINTOMETER LIMITED, THE, SALISBURY, WILTSHIRE, ENG- 
LAND: 
1,600,138. REN. 1-12-01. INT. CL. 1. 
TIRE SHUTTLE, INC., BOYD, TX: 
1,812,047, CANC. INT. CL. 12. 
TITAN SPORTS, INC., STAMFORD, CT, DBA WORLD WRES- 
TLING FEDERATION: 
1,571,823, CANC. MULTIPLE CLASS, INT. CLS. 16, 25 AND 
41. 
TITAN SPORTS, INC., STAMFORD, CT: 
1,812,679, CANC. INT. CL. 5. 
TITLE ATHLETIC, MILWAUKEE, WI: 
2,430,251, INT. CL. 25. 
2,430,252, INT. CL. 25. 
TJX COMPANIES, INC., THE, FRAMINGHAM, MA: 
2,430,352, INT. CL. 35. 
TM ACQUISITION CORP., PHOENIX, AZ, MEL JACKSON, INC., 
VIRGINIA BEACH, VA: 
1,596,740. REN. 1-9-O01. MULTIPLE CLASS, INT. CLS. 35 
AND 38. 
TOAD-ALLY SNAX, INC., BRISTOL, PA: 
1,617,810. REN. 1-8-01. INT. CL. 30. 
TOGO’S EATERIES, INC., CAMPBELL, CA: 
2,429,998, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
29, 30 AND 42. 
2,429,999, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
29, 30 AND 42. 
TOLAND, COLLEEN M., SEBASTOPOL, CA: 
2,430,097, PUB. 11-28-2000. INT. CL. 14. 
TOLEDO GEARMOTOR COMPANY, INC., SYLVANIA, OH: 
1,598,201. REN. 1-12-01. INT. CL. 7. 
TOLLINI, MICHAEL D., CLARENCE CENTER, NY: 
2,430,380, INT. CL. 28. 
TOM’S CYBER WAREHOUSE, INC.: See— 
REDTAGOUTLETCOM, INC. 
TOMANETTI FOOD PRODUCTS, INC., OAKMONT, PA, DBA 
AMBERWAVE FOODS: 
1,573,680, CANC. INT. CL. 30. 
TOMCO PRODUCTS, INC., PAINESVILLE TWP., OH: 
2,429,907, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
6, 9 AND 20. 
TOMTEC, INC., ORANGE, CT: 
2,429,779, PUB. 11-28-2000. INT. CL. 20. 
TOMY CORPORATION, CARSON, CA: 
1,128,375, CANC. INT. CL. 28. 
TONKA CORPORATION, PAWTUCKET, RI: 
1,813,057, CANC. INT. CL. 28. 
1,813,059, CANC. INT. CL. 28. 
1,813,063, CANC. INT. CL. 28. 
1,814,488, CANC. INT. CL. 28. 
TOOL ENGINEERING & MANUFACTURING CO., BRIGHAM 
CITY, UT: 
2,429,272, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
7, 8 AND 12. 
TOOMEY, INC., ALLENTOWN, PA: 
1,814,263, CANC. INT. CL. 42. 
TOOT’S FRANCHISING, INC., MURFREESBORO, TN: 
2,429,943, PUB. 11-28-2000. INT. CL. 42. 
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TOPTUTORS.COM, INC., PACIFIC PALISADES, CA FROM 
TOPTUTORS.COM, LLC, PACIFIC PALISADES, CA: 
2,430,260, INT. CL. 16. 
TORAY MARKETING AND SALES 
““TORAY”’, NEW YORK, NY: 
1,597,477. REN. 1-8-01. INT. CL. 21. 
1,597,478. REN. 1-8-01. INT. CL. 21 
TOSOH CORPORATION, YAMAGUCHI, JAPAN: 
1,618,217. REN. 1-8-01. INT. CL. 1. 
TOTAL ADMINISTRATIVE SERVICES CORPORATION, MADI- 
SON, WI: 
2,429,159, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS 
9 AND 16. 
TOTAL COMPAGNIE MINIERE, 75738 PARIS 15E, FRANCE: 
1,127,797, CANC. INT. CL. 6. 
TOUCHSTONE APPLIED SCIENCE ASSOCIATES, INC., BREW- 
STER, NY: 
2,430,447, INT. CL. 16. 
2,430,448, INT. CL. 16. 
TOURLITE INTERNATIONAL, INC., NEW YORK, NY: 
1,812,429, CANC. INT. CL. 39. 
TOWA CORPORATION CO., LTD., FUKUOKA 830-0047, JAPAN: 
2,430,307, INT. CL. 9. 
TOWER SOFTWARE ENGINEERING PTY LTD, DEAKIN WEST 
ACT 2600, AUSTRALIA: 
2,429,189, PUB. 11-28-2000. INT. CL. 9. 
TOWNELEY CAPITAL MANAGEMENT, INC., NEW YORK, NY: 
1,582,943, AM. INT. CL. 36. 
TOYS FOR ADULTS PRODUCTIONS, INC., CINCINNATI, OH: 
1,575,620. REN. 1-10-01. INT. CL. 41. 
TRADE NEWS INTERNATIONAL, INC., BURBANK, CA: 
2,429,650, PUB. 11-28-2000. INT. CL. 16. 
TRADE OF AMTA, INC., SANTA FE SPRINGS, CA, DBA BOXER 
TOOLS: 
2,429,493, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
6 AND 22. 
TRADE SERVICE CORPORATION, SAN DIEGO, CA: 
1,813,224, CANC. INT. CL. 9. 
TRADE WEST, INC., HONOLULU, HI: 
2,429,393, PUB. 11-28-2000. INT. CL. 26. 
TRADINGNEWS, INC., NEW YORK, NY: 
2,430,493, INT. CL. 36. 
TRAGER MANUFACTURING COMPANY, INC., SEATTLE, WA: 
1,812,157, CANC. INT. CL. 18. 
TRAMLAW CORPORATION, NEW YORK, NY: 
1,600,123. REN. 1-12-01. INT. CL. 25. 
TRANS UNION CORPORATION, CHICAGO, IL: 
1,813,117, CANC. INT. CL. 35. 
TRANSACTIVE INTERMEDIA, INC., SAN DIEGO, CA FROM 
INSPIRED ARTS OF SAN DIEGO, LA JOLLA, CA: 
2,430,152, MULTIPLE CLASS, INT. CLS. 41 AND 42. 
TRANSAMERICA CORPORATION, SAN FRANCISCO, CA: 
2,430,522, INT. CL. 36. 
TRANSISTOR DEVICES, INC., CEDAR KNOLLS, NJ: 
2,429,131, PUB. 11-28-2000. INT. CL. 40. 
TRANSPORTACION MARITIMA MEXICANA, S.A. DE C.V., 
MEXICO, D.F., MEXICO: 
1,568,839. REN. 1-10-01. INT. CL. 39. 
TRAV-L-FILE, INC., OLIVE BRANCH, MS: 
1,814,453, CANC. INT. CL. 20. 
TRAVEL AGENTS INTERNATIONAL, INC., ST. PETERSBURG, 
FL: 
1,573,887, CANC. INT. CL. 39. 
TRAVEL PROFESSIONALS INTERNATIONAL, INC., POMPANO 
BEACH, FL: 
1,598,936. REN. 1-11-01. INT. CL. 39. 
TRAVELING SOFTWARE, INC., BOTHELL, WA: 
1,812,773, CANC. INT. CL. 9. 
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TRAXEL INTERTRADE, INC., BREA, CA: 
1,812,156, CANC. MULTIPLE CLASS, INT. CLS. 18 AND 
25. 
TREACYFACES, INC., WEST HAVEN, CT: 
1,595,284. REN. 1-6-01. MULTIPLE CLASS, INT. CLS. 16 
AND 42. 
TREADEPOT.COM, LLC, COLLEGE PARK, GA: 
2,430,496, INT. CL. 41. 
TREASURE HUNT, INC., INGLEWOOD, CA: 
1,604,147. REN. 1-11-01. INT. CL. 42. 
TREAT ENTERTAINMENT, INC., FLORENCE, AL: 
2,430,207, INT. CL. 16. 
TRES HERMANOS, INC., HUNTINGTON BEACH, CA: 
2,430,482, INT. CL. 25. 
TRESSA, INC., ERLANGER, KY: 
2,429,672, PUB. 11-28-2000. INT. CL. 3. 
TRI-STATE BREEDERS COOPERATIVE, BARABOO, WI: 
1,128,025, CANC. INT. CL. 42. 
TRI-STATE BREEDERS COOPERATIVE, BARABOO, WI, DBA 
ACCELERATED GENETICS: 
2,429,944, PUB. 11-28-2000. INT. CL. 42. 
TRIAL SCIENCE INSTITUTE LLC, MILWAUKEE, WI: 
2,429,436, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
36 AND 42. 
TRIDENT DATACOM TECHNOLOGIES, INC., FOUNTAIN VAL- 
LEY, CA, DBA TRIDENT MICRO SYSTEMS: 
1,813,425, CANC. INT. CL. 9. 
TRIGON PACKAGING CORPORATION, REDMOND, WA: 
1,571,811, CANC. INT. CL. 16. 
TRIHEALTH, INC., CINCINNATI, OH: 
2,429,071, PUB. 11-28-2000. INT. CL. 42. 
TRIK, INC., AUSTIN, TX: 
1,811,974, CANC. INT. CL. 9. 
TRIMBLEHOUSE CORPORATION, NORCROSS, GA: 
1,813,602, CANC. INT. CL. 11. 
TRIPLE CROWN DOG ACADEMY, INC., HUTTO, TX: 
2,429,723, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
41 AND 42. 
TRIPP, ROLAN, LA MIRADA, CA, DBA VETERINARY TELE- 
COMMUNICATIONS: 
2,429,274, PUB. 11-28-2000. INT. CL. 41. 
TRISTAR PRODUCTS, INC., PARSIPPANY, NJ: 
2,430,201, INT. CL. 9. 
TRIUMPH OF CALIFORNIA, INC., LOS ANGELES, CA: 
1,572,076, CANC. INT. CL. 25. 
TRIZETTO GROUP, INC., THE, NEWPORT BEACH, CA: 
2,430,245, INT. CL. 39. 
2,430,246, INT. CL. 35. 
TRN BUSINESS TRUST, DALLAS, TX: 
2,429,167, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
6, 12, 19 AND 37. 
TROIKA INTERNATIONAL, INC., LOS ANGELES, CA: 
2,430,061, PUB. 11-28-2000. INT. CL. 26. 
TROLL ASSOCIATES, MAHWAH, NJ: 
1,127,829, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 16. 
TROMA, INC., NEW YORK, NY: 
1,814,476, CANC. INT. CL. 28. 
TROPICAL SPORTSWEAR INT’L CORPORATION, TAMPA, FL: 
2,430,347, INT. CL. 25. 
TROSCLAIR, PATRICIA ACERS, SAN RAFAEL, CA, DBA WINE 
WIKKET: 
1,571,979, CANC. INT. CL. 21. 
TROXELCORP ENTERPRISES, INC., COCOA, FL: 
2,430,538, INT. CL. 35. 
TRUE FORM FOUNDATIONS CORP., DARBY, PA: 
1,128,334, CANC. INT. CL. 25. 
TRUE QUALITY PHARMACIES, INC., MCKINNEY, TX: 
1,811,818, CANC. INT. CL. 5. 
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TRUE THESE BENEFIT MARKETING CORP., ELMHURST, IL 
TO MARKET DAY CORPORATION, CHICAGO, IL: 

1,572,205, CANC. INT. CL. 30. 

TRUEVISION, INC., INDIANAPOLIS, IN: 
1,812,744, CANC. INT. CL. 9. 

TRUGREEN LIMITED PARTNERSHIP, MEMPHIS, TN: 
1,572,431, CANC. INT. CL. 37. 

TRUST COMPANY OF NEW JERSEY, THE, JERSEY CITY, NJ: 
2,430,138, PUB. 11-28-2000. INT. CL. 36. 

TRUSTEES OF THE CHARITIES AID FOUNDATION, A UNITED 
KINGDOM TRUST, THE TRUSTEES COMPRISING JOHN A. 
BROOKS, SIR PATRICK BROWN, RODNEY BUSE, IAN D.R. 
CAMPBELL, SIR TIM CHESSELLS, LORD DAHRENDORF, 
SYLVIA DENMAN, STUART ETHERINGTON, KENNETH G. 
FAIRCLOTH, SIR BRIAN JENKINS, ET AL., ALL UNITED 
KINGDON CITIZENS, KENT ME19 4TA, UNITED KINGDOM: 

2,430,263, MULTIPLE CLASS, INT. CLS. 16 AND 36. 
TSC FRANCHISE CORPORATION, BRADENTON, FL, SIGNERY 
CORPORATION, THE, NAPERVILLE, IL: 
1,590,261. REN. 1-8-01. INT. CL. 42. 
TSI INCORPORATED, ST. PAUL, MN: 
2,429,508, PUB. 11-28-2000. INT. CL. 9. 
TST/IMPRESO , INC., COPPELL, TX: 
1,594,723. REN. 1-9-01. INT. CL. 42. 

TTK PHARMA LIMITED, CHENNAI - 

TAMIL NADU, INDIA: 
2,429,141, PUB. 11-28-2000. INT. CL. 5. 
TUBOSCOPE I/P INC, HOUSTON, TX, TUBULAR SERVICE AND 
ENGINEERING COMPANY, HOUSTON, TX: 
$26,411. REN. 1-9-01. U.S. CL. 103 (INT. CL. 37). 
TUCKER, CHRISTOPHER, CLARKSTON, GA: 
2,430,276, INT. CL. 41. 
TURLEY WINE CELLARS, ST. HELENA, CA: 
2,429,176, PUB. 11-28-2000. INT. CL. 33. 
TURNAROUND MANAGEMENT ASSOCIATION, CHICAGO, IL: 
2,380,593, COR. INT. CL. 42. 
TURNER CORPORATION, THE, NEW YORK, NY: 
2,429,662, PUB. 11-28-2000. INT. CL. 37. 
TURTLE MOUNTAIN COMMUNICATIONS, INC., MARYVILLE, 
TN: 
1,811,927, CANC. INT. CL. 9. 
TUT, INC., CASTLE ROCK, CO: 
1,814,558, CANC. INT. CL. 42. 
TUTTLE, RICHARD L., LAS VEGAS, NV: 
1,812,649, CANC. INT. CL. 3. 

TWENTIETH CENTURY FOX FILM CORPORATION, LOS AN- 

GELES, CA: 
1,811,760, CANC. INT. CL. 2. 
2,429,751, PUB. 11-28-2000. INT. CL. 38. 

TWIN SERVICES, INC., EL CERRITO, CA: 

1,814,116, CANC. MULTIPLE CLASS, INT. CLS. 41 AND 
42. 
TWO PADDOCKS LIMITED, QUEENSTOWN, NEW ZEALAND: 
2,430,327, INT. CL. 33. 
TYCO INDUSTRIES, INC., MOORESTOWN, NJ: 
1,128,358, CANC. INT. CL. 28. 
TYCO INDUSTRIES, INC., MOUNT LAUREL, NJ: 
1,813,036, CANC. INT. CL. 28. 
1,813,064, CANC. INT. CL. 28. 
1,814,494, CANC. INT. CL. 28. 

TYPHOON INTERNATIONAL LIMITED, LONDON, SW14 8LW, 
UNITED KINGDOM: 

1,811,895, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 25. 

U S CHEMICAL CORPORATION, STURTEVANT, WI, VESTAL 
CHEMICAL COMPANY, ST. LOUIS, MO: 

381,672. REN. 1-6-01. U.S. CL. 4 (INT. CL. 3). 

U S WEST, INC.: See— 

QWEST COMMUNICATIONS INTERNATIONAL INC. 
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U ZONE, INC., THE, RICHLAND HILLS, TX: 
2,429,550, PUB. 7-25-2000. MULTIPLE CLASS, INT. CLS. 
35, 36 AND 38. 
U. S. HOME CORPORATION, HOUSTON, TX: 
2,430,088, PUB. 11-28-2000. INT. CL. 37. 
U. S. LUCH, INC., NORRISTOWN, PA: 
1,813,716, CANC. INT. CL. 17. 
U.S. COUNCIL FOR AUTOMOTIVE RESEARCH, SOUTHFIELD, 
MI: 
2,429,136, PUB. 11-28-2000. INT. CL. 42. 
U.S. FOODSERVICE OF ILLINOIS INC., GLENDALE HEIGHTS, 
IL: 
2,430,350, INT. CL. 30. 
U.S. GENERATING COMPANY, BETHESDA, MD: 
1,812,342, CANC. MULTIPLE CLASS, INT. CLS. 35 AND 
37. 
U.S. NETTING, INC., AUSTIN, TX, DBA NALLE PLASTICS, 
INC.: 
1,572,990, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 10. 
U.T.C. HOLDINGS, BETHLEHEM, PA: 
1,814,454, CANC. INT. CL. 20. 
1,814,459, CANC. INT. CL. 24. 
UCB SOCIETE ANONYME, 60 BRUXELLES, BELGIUM: 
2,429,367, PUB. 11-28-2000. INT. CL. 17. 
UCLID SOFTWARE, LLC, MIDDLETON, WI: 
2,430,364, INT. CL. 9. 
ULTRAPURE SYSTEMS, INC., COLORADO SPRING, CO: 
1,812,022, CANC. INT. CL. 11. 
ULTRAVISION, INC., QUEBEC, CANADA, KONTUR KONTACT 
LENS COMPANY, INC., RICHMOND, CA: 
698,569. REN. 1-10-01. U.S. CL. 26 (INT. CL. 9). 
UNCLE BEN’S, INC., HOUSTON, TX: 
1,814,512, CANC. INT. CL. 30. 
UNDER SEA INDUSTRIES, INC., RANCHO DOMINGUEZ, CA: 
1,813,047, CANC. INT. CL. 28. 
UNDERWRITERS’, SAN FRANCISCO, CA: 
1,813,839, CANC. INT. CL. 25. 
UNGERER GMBH + CO., 75179 PFORZHEIM, FED REP GER- 
MANY: 
1,571,576, CANC. INT. CL. 7. 
UNI LAC CORP., MONTGOMERYVILLE, PA, DBA LACTONA 
CORPORATION: 
1,571,732, CANC. INT. CL. 10. 
1,571,733, CANC. INT. CL. 10. 
UNICO, INC., ST LOUIS, MO: 
1,602,109. REN. 1-8-01. INT. CL. 11. 
UNICUT CORPORATION, SOUTH BEND, IN: 
1,812,947, CANC. INT. CL. 20. 
UNIDYNAMICS CORPORATION: 
1,127,803, CANC. INT. CL. 7. 
UNIFI, INC., GREENSBORO, NC: 
2,430,200, INT. CL. 23. 
UNIFORCE TEMPORARY PERSONNEL, INC., NEW HYDE 
PARK, NY, DBA UNIFORCE TEMPORARY SERVICES: 
1,573,758, CANC. INT. CL. 35. 
UNIFORM CODE COUNCIL, INC., DAYTON, OH: 
1,814,556, CANC. INT. CL. 42. 
UNIFORM CODE COUNCIL, INC., LAWRENCEVILLE, NJ: 
2,430,314, INT. CL. 42. 
UNIHEALTH AMERICA, BURBANK, CA: 
1,572,584, CANC. INT. CL. 42. 
UNION BANK, LOS ANGELES, CA: 
1,573,820, CANC. INT. CL. 36. 
1,573,821, CANC. INT. CL. 36. 
UNION BANK OF SWITZERLAND, ZURICH, SWITZERLAND: 
1,573,829, CANC. INT. CL. 36. 
UNION BOCUBE UNDERWEAR MANUFACTURING LIMITED, 
TAI KOK TSUI, KOWLOON, HONG KONG: 
2,430,491, INT. CL. 25. 
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UNION CAMP CORPORATION, WAYNE, NJ: 
1,812,901, CANC. INT. CL. 16. 
UNION CARBIDE CHEMICALS & PLASTICS TECHNOLOGY 


CORPORATION, DANBURY, CT, AMERICAN CHOLESTEROL 
PRODUCTS, INC., MILLTOWN, NJ: 


530,644. REN. 1-8-01. U.S. CL. 6 (INT. CL. 1). 
UNION CARBIDE CHEMICALS & PLASTICS TECHNOLOGY 
CORPORATION, DANBURY, CT: 
1,627,925. REN. 1-9-01. INT. CL. 4. 
UNION CARBIDE CHEMICALS & PLASTICS TECHNOLOGY 
CORPORATION, WILMINGTON, DE: 
1,812,627, CANC. INT. CL. 1. 
UNION CARBIDE CORPORATION, NEW YORK, NY: 
690,324, CANC. U.S. CL. 44. 
UNION CARBIDE CORPORATION, DANBURY, CT, 
CARBIDE CORPORATION, NEW YORK, NY: 
893,537. REN. 1-8-01. U.S. CL. 12 (INT. CL. 19). 
UNION FORK AND HOE COMPANY, THE, COLUMBUS, OH: 
1,812,721, CANC. INT. CL. 8. 
UNIPAC SERVICE CORPORATION, AURORA, CO: 
2,430,449, INT. CL. 36. 
UNIROYAL INC., NEW YORK NY: 
128,165, CANC. U.S. CL. 35. 
UNIROYAL, INC., NEW YORK N.Y.: 
128,063, CANC. U.S. CL. 35. 
UNISEN, INC., IRVINE, CA: 
2,429,242, PUB. 11-28-2000. INT. CL. 28. 
UNISURGE, INCORPORATED, CUPERTINO, CA: 
1,812,013, CANC. INT. CL. 10. 
UNISYN TECHNOLOGIES, INC., TUSTIN, CA: 
1,811,906, CANC. INT. CL. 9. 
UNIT 1, INC., DENVER, CO: 
1,128,434, CANC. INT. CL. 42. 
UNITED AIR LINES, INC., CHICAGO, IL: 
1,572,453, CANC. MULTIPLE CLASS, INT. CLS. 39 AND 
42. 
UNITED BANKER’S BANK. BLOOMINGTON, MN: 
1,573,834, CANC. INT. CL. 36. 
UNITED CO-OPERATIVES, INC., INDIANAPOLIS, IN: 
373,837, CANC. U.S. CL. 23. 
UNITED DRAYAGE COMPANY, MONTEBELLO, CA: 
1,814,088, CANC. INT. CL. 39. 
UNITED FEATHER & DOWN, INC., DES PLAINES, IL: 
2,430,066, PUB. 11-28-2000. INT. CL. 20. 
2,430,067, PUB. 11-28-2000. INT. CL. 24. 
2,430,068, PUB. 11-28-2000. INT. CL. 24. 
2,430,069, PUB. 11-28-2000. INT. CL. 24. 
UNITED KENPO SYSTEMS, LOS ANGELES, CA: 
1,812,517, CANC. INT. CL. 42. 
UNITED LEGAL BENEFITS, LLC, LUTHERVILLE, MD: 
2,429,578, PUB. 11-28-2000. INT. CL. 36. 
UNITED MCGILL CORPORATION, GROVEPORT, OH: 
2,429,853, PUB. 11-28-2000. INT. CL. 17. 
UNITED MERCHANTS AND MANUFACTURERS INC., NEW 
YORK NY-:: 
373,709, CANC. U.S. CL. 42. 
UNITED STATES COUNCIL FOR AUTOMOTIVE RESEARCH, 
SOUTHFIELD, MI: 
2,429,133, PUB. 11-28-2000. INT. CL. 42. 
UNITED STATES ENRICHMENT CORPORATION, BETHESDA, 
MD, DBA USEC: 
2,430,189, INT. CL. 1. 
UNITED STATES ENVIRONMENTAL TRAINING INSTITUTE 
(USETI): See— 
CONCURRENT TECHNOLOGIES CORPORATION. 
UNITED STATES FILTER CORPORATION, PALM DESERT, CA: 
1,813,188, CANC. INT. CL. 42. 
2,430,403, INT. CL. 11. 
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UNITED STATES OLYMPIC COMMITTEE, 
SPRINGS, CO: 
2,429,769, PUB. 11-28-2000. INT. CL. 41. 
UNITED STATES POLICE CANINE ASSOCIATION, INC., 
FARMINGVILLE, NY: 
2,429,971, PUB. 11-28-2000. INT. CL. 16. 
2,429,972, PUB. 11-28-2000. INT. CL. 16. 
UNITED STATES POSTAL SERVICE, WASHINGTON, DC 
2,430,543, INT. CL. 42. 
2,430,544, INT. CL. 42. 
UNITED STATES STEEL CORPORATION, PITTSBURGH PA: 
690,506, CANC. U.S. CL. 21. 
UNITED VIRGINIA BANKSHARES, RICHMOND, VA: 
1,128,416, CANC. INT. CL. 36. 
UNITED WAY OF ANCHORAGE, ANCHORAGE, AK: 
2,430,234, MULTIPLE CLASS, INT. CLS. 35 AND 42. 
UNITEK MIYACKI CORPORATION, MONROVIA, CA: 
1,629,856. REN. 1-10-01. INT. CL. 9. 
UNIVERSAL CITY STUDIOS, INC., UNIVERSAL CITY, CA: 
1,814,547, CANC. INT. CL. 42. 
2,430,471, INT. CL. 42. 
UNIVERSAL PRESS SYNDICATE, KANSAS CITY, MO, DBA 
UNIMEDIA: 
1,812,360, CANC. INT. CL. 35. 
UNIVERSAL RODAC, INC., ROCHESTER HILLS, MI TO 
MEROLA, GEARD A., TROY, MI: 
1,571,574, CANC. INT. CL. 7. 
UNIVERSAL SCIENTIFIC SUPPLY COMPANY, GREENSBORO, 
NC: 
1,812,631, CANC. INT. CL. 1. 
UNIVERSAL SUPERSTARS ASSOCIATION, INC., ATLANTA, 
GA: 
2,429,896, PUB. 11-28-2000. INT. CL. 41. 
UNIVERSAL TECHNICAL INSTITUTE, INC., PHOENIX, AZ: 
2,429,878, PUB. 11-28-2000. INT. CL. 41. 
UNIVERSAL TUBULAR SYSTEMS, INC., MANSFIELD, OH: 
2,430,580, INT. CL. 6. 
UNIVERSITY ANGELS, INC., WHITE PLAINS, NY: 
2,430,116, PUB. 11-28-2000. INT. CL. 36. 
UNIVERSITY PRODUCTS, INC., HOLYOKE, MA: 
1,148,914. REN. 1-6-01. INT. CL. 16. 
UNLIMITED SOURCES, INC., IND HARBOUR BEACH, FL: 
1,813,626, CANC. INT. CL. 14. 
UNOPCO SUB, INC., NEW YORK, NY, UNOPCO SUB, INC., 
NEW YORK, NY: 
1,577,216. REN. 1-8-01. INT. CL. 3. 
1,579,710. REN. 1-8-01. INT. CL. 3. 
URBAN INFANT, INC., CHICAGO, IL: 
2,430,145, PUB. 11-28-2000. INT. CL. 20. 
US AIRWAYS, INC., ARLINGTON, VA: 
2,430,373, INT. CL. 39. 
US INTEGRATED TECHNOLOGIES, RICHMOND, CA: 
1,813,408, CANC. INT. CL. 9. 
US MERCHANT SYSTEMS, INC, NEWARK, CA: 
2,429,960, PUB. 11-28-2000. INT. CL. 36 
USA GROUP, INC., FISHERS, IN: 
1,812,396, CANC. INT. CL. 36. 
USA NETWORKS, NEW YORK, NY: 
1,813,172, CANC. INT. CL. 41. 
UTILE ENGINEERING COMPANY LIMITED, THE, 
IRTHINGBOROUGH, NORTHAMPTONSHIRE, ENGLAND: 
1,134,986. REN. 1-8-01. INT. CL. 7. 
V MC, 51100 REIMS, FRANCE: 
1,814,456, CANC. INT. CL. 21. 
V.M.S., INC., MONTGOMERY, AL: 
1,128,142, CANC. INT. CL. 5. 
VACATION INNS INTERNATIONAL, INC., HALEIWA, HI: 
1,604,125. REN. 1-10-01. INT. CL. 42. 
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VAL’S TOMATO PIES, L.L.C., WILDWOOD, NJ: 
2,429,797, PUB. 11-28-2000. INT. CL. 35. 
VALENITE INC., TROY, MI: 
1,811,866, CANC. INT. CL. 7. 
VALENTINE GROUP INC., THE, NEW YORK, NY: 
2,429,539, PUB. 11-28-2000. INT. CL. 42. 
VALEO, 75017 PARIS, FRANCE: 
1,128,218, CANC. INT. CL. 11. 
VALEO, INC., WAUKESHA, WI: 
2,430,338, INT. CL. 30. 
VALKYRIE CORP., CULVER CITY, CA TO BEAR PARTNER- 
SHIP, THE, LOS ANGELES, CA: 
2,221,077 NEW CERT. 2-20-2001 
CLS. 16, 24 AND 25. 
VALLEY FORGE & BOLT MFG. CO., PHOENIX, AZ: 
2,429,264, PUB. 11-28-2000. INT. CL. 6. 
VALOR CORPORATION OF FLORIDA, MIAMI, FL: 
2,430,469, INT. CL. 8. 
VALUE CITY DEPARTMENT STORES, INC., COLUMBUS, OH: 
2,066,062, CANC. INT. CL. 25. 
VAN BEEK SCIENTIFIC, L.L.C., ORANGE CITY, IA: 
2,429,898, PUB. 11-28-2000. INT. CL. 5. 
VAN CALSEM, WILLIAM F., IV, NEW ORLEANS, LA, VAN 
CALSEM, JULIE YOKUM, NEW ORLEANS, LA: 
1,601,738. REN. 1-12-01. INT. CL. 3. 
VAN CAMP SEAFOOD COMPANY, INC., SAN DIEGO, CA: 
1,813,888, CANC. INT. CL. 29. 
VAN DYKE TECHNOLOGIES, INC., ALBUQUERQUE, NM: 
2,429,080, PUB. 7-18-2000. INT. CL. 9. 
VAN DYNE-CROTTY, INC., DAYTON, OH: 
1,814,543, CANC. INT. CL. 42. 
VAN KAMPEN MERRITT INC., LISLE, IL: 
1,812,383, CANC. INT. CL. 36. 
VAN KAMPEN MERRITT INVESTMENT ADVISORY CORP., 
OAKBROOK TERRACE, IL: 
1,812,913, CANC. INT. CL. 16. 
VANS, INC., SANTA FE SPRINGS, CA, TRIPLE CROWN, INC., 
HONOLULU, HI: 
1,624,956. REN. 1-12-01. INT. CL. 25. 
VANTIS CORPORATION, INC., SUNNYVALE, CA FROM AD- 
VANCED MICRO DEVICES, INC., SUNNYVALE, CA: 
2,430,174, MULTIPLE CLASS, INT. CLS. 9 AND 16. 
VARCO SHAFFER, INC., HOUSTON, TX: 
1,811,854, CANC. INT. CL. 7. 
VAS-CATH INCORPORATED, MISSISSAUGA, ONTARIO, CAN- 
ADA: 
2,430,215, INT. CL. 10. 
VEA, S.A., 25175 SARROCA DE LLEIDA, CATALONIA, SPAIN: 
1,573,632, CANC. INT. CL. 29. 
VEEDER INDUSTRIES INC., WEST HARTFORD, CT: 
1,127,808, CANC. INT. CL. 7. 
VELCRO USA INC., MANCHESTER, NH: 
1,128,296, CANC. INT. CL. 20. 
VENCOR, INCORPORATED, LOUISVILLE, KY: 
1,599,033. REN. 1-6-01. INT. CL. 42. 
VERBO CHRISTIAN MINISTRIES, MIAMI, FL, DBA VERBO 
MUSIC: 
1,811,945, CANC. INT. CL. 9. 
VERGATO, MICHAEL E., GUILFORD, CT: 
2,430,178, INT. CL. 42. 
VERIDIEN CORPORATION, ST. PETERSBURG, FL: 
2,429,809, PUB. 11-28-2000. INT. CL. 5. 
VERSA TECH OF DENVER, INC., SEDALIA, CO: 
1,127,887, CANC. INT. CL. 19. 
VERTICAL CIRCUITS, INC., SCOTTS VALLEY, CA: 
2,429,798, PUB. 11-28-2000. INT. CL. 9. 
VESTURE CORPORATION, HIGH POINT, NC: 
1,571,740, CANC. INT. CL. 10. 
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VIACOM INTERNATIONAL INC., NEW YORK, NY: 
2,429,425, PUB. 11-28-2000. INT. CL. 41. 
2,430,173, INT. CL. 28. 
VIC INDUSTRIAL CORPORATION, KNOXVILLE, TN: 
1,811,749, CANC. INT. CL. 1. 
VICKI SCHOBER COMPANY, INC., MILWAUKEE, WI: 
1,812,904, CANC. INT. CL. 16. 
VICTOREEN, INC., CLEVELAND, OH: 
1,813,565, CANC. INT. CL. 9. 
VIDEO GAME SWAPPERS, STOCKTON, CA: 
1,814,187, CANC. INT. CL. 42. 
VIDEO PROJECTS INC., SALT LAKE CITY, UT: 
1,811,988, CANC. INT. CL. 9. 
VIDEOJET SYSTEMS INTERNATIONAL, INC., WOOD DALE, IL: 
1,572,989, CANC. INT. CL. 9. 
VIDEOJET SYSTEMS INTERNATIONAL, INC.: See— 
MARCONI DATA SYSTEMS, INC. 
VIDTECH MICROSYSTEMS, INC., BLAINE, MN: 
1,812,783, CANC. INT. CL. 9. 
VIEWPOINT TECHNOLOGIES, INC., SHERBORN, MA: 
1,994,556, CANC. INT. CL. 9. 
VIGORO INDUSTRIES, INC., FAIRVIEW HEIGHTS, IL: 
1,812,664, CANC. INT. CL. 5. 
1,814,304, CANC. INT. CL. 1. 
VILLAGE ORIGINALS, INC., ORLANDO, FL: 
1,813,195, CANC. INT. CL. 42. 
VILLARS MAITRE CHOCOLATIER S.A., CH 1701 FRIBOURG, 
SWITZERLAND: 
2,429,480, PUB. 11-28-2000. INT. Ci. 30. 
VILLIERS CORPORATION, MIAMI, FL: 
1,813,746, CANC. MULTIPLE CLASS, INT. CLS. 20 AND 
24. 
VINA MANQUEHUE S.A., SANTIAGO, CHILE: 
2,429,437, PUB. 11-28-2000. INT. CL. 33. 
VINCENT BAR-NONE COMPANY, INC., DENVER CO.: 
690,620, CANC. U.S. CL. 46. 
VINYARD, PAUL W., FRISCO, TX: 
2,430,404, INT. CL. 42. 
VIRGIN ISLANDS RUM INDUSTRIES LTD., ST. CROIX VIRGIN 
ISLAND: 
690,654, CANC. U.S. CL. 49. 
VIRGINIA ABRASIVES CORPORATION, PETERSBURG, VA: 
1,813,323, CANC. INT. CL. 3. 
VIRGINIA FEDERATION OF GARDEN CLUBS, INC., RICH- 
MOND, VA: 
899,889. REN. 1-12-01. U.S. CL. 100 (INT. CL. 42). 
VIRGO PUBLISHING, INC., PHOENIX, AZ: 
2,430,009, PUB. 11-28-2000. INT. CL. 16. 
VIRTUAL FINANCIAL SERVICES, INC., INDIANAPOLIS, IN: 
2,429,439, PUB. 11-28-2000. INT. CL. 9. 
VISION ASSOCIATES, INC., WHITE PLAINS, NY: 
2,259,611, COR. INT. CL. 35. 
VIT-IMMUNE, L.L.C., HOLLYWOOD, FL: 
2,429,334, PUB. 11-28-2000. INT. CL. 5. 
VITELIC CORPORATION, SAN JOSE, CA: 
1,812,727, CANC. INT. CL. 9. 
VIVIAN REGINA (PROPRIETARY) 
SPRINGS, SOUTH AFRICA: 
1,812,145, CANC. INT. CL. 17. 
VIVITAR CORPORATION, CHATSWORTH, CA: 
1,812,740, CANC. INT. CL. 9. 
VKS + PARTNER AG: See— 
STAUDACHER, KONRAD. 
VOETSCH & CO., PRAIRIE VILLAGE, KS: 
1,613,757. REN. 1-8-01. INT. CL. 14. 
VOIT SPORTS INCORPORATED, FAIRPORT, NY: 
1,814,482, CANC. INT. CL. 28. 
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VOLKART MAY & ASSOCIATES, INC, MINNEAPOLIS, MN: 
2,429,375, PUB. 11-28-2000. INT. CL. 35. 
2,429,396, PUB. 11-28-2000. INT. CL. 35. 

VOSSLOH-WERKE G.M.B.H., WERDOHL, WESTPHALIA, FED 
REP GERMANY: 

690,136, CANC. U.S. CL. 21. 

VULCAN TOOL CORPORATION, DAYTON, OH, STEEL PROD- 
UCTS ENGINEERING COMPANY, THE, SPRINGFIELD, OH: 

373,060. REN. 1-8-01. U.S. CL. 23 (INT. CL. 8). 
VYMAC CORPORATION, WHITEWATER, IL, VERLO MAT- 
TRESS COMPANY, INC., WHITEWATER, WI: 

1,603,797. REN. 1-8-01. INT. CL. 20. 

VYYO INC., CUPERTINO, CA: 
2,430,035, PUB. 11-28-2000. INT. CL. 9. 
2,430,117, PUB. 11-28-2000. INT. CL. 9. 

W. A. WHITNEY CORP., ROCKFORD, IL: 
1,814,366, CANC. INT. CL. 9. 

W. DILLON ENTERPRISES, INC., WEST CHESTER, PA: 
1,812,911, CANC. INT. CL. 16. 

W. L. GORE & ASSOCIATES, INC., NEWARK, DE: 

2,429,124, PUB. 9-12-2000. MULTIPLE CLASS, INT. CLS. 
1, 5, 6, 7, 9, 10, 11, 12, 15, 17, 20, 21, 22 AND 23. 
W. R. GRACE & CO.-CONN., NEW YORK, NY: 
1,595,913. REN. 1-9-01. INT. CL. 1. 
W. R. WHITE COMPANY, OGDEN, UT: 
2,429,037, PUB. 11-28-2000. INT. CL. 16. 
W.R. BROWN, INCORPORATED: 
1,128,168, CANC. INT. CL. 7. 
WABASH PARTNERS LLP, BLUE BELL, PA: 
2,429,489, PUB. 11-28-2000. INT. CL. 16. 

WACKER-WERKE GMBH & CO. KG, MUNCHEN, FED REP 

GERMANY: 
2,429,078, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
7, 9 AND 37. 
WACOM PRODUCTS, INC., WACO, TX: 
1,127,818, CANC. INT. CL. 9. 
WADE, REGINA A., DETROIT, MI: 
1,812,255, CANC. INT. CL. 28. 
WAHL CLIPPER CORPORATION, STERLING, IL: 
$27,562. REN. 1-12-01. U.S. CL. 23 (INT. CL. 8). 

WAILEA RESORT COMPANY, LTD., WAILEA, MAUI, KIHEI, 
HI: 

2,429,172, PUB. 11-28-2000. INT. CL. 37. 

WAITERS ON WHEELS, INC., SAN FRANCISCO, CA: 

2,430,074, PUB. 11-28-2000. INT. CL. 39. 

WAKAMOTO PHARMACEUTICAL CO., LTD., CHIYODA-KU, 
TOKYO, JAPAN: 

700,059. REN. 1-9-01. U.S. CL. 18 (INT. CL. 5). 

WALDMAN PUBLISHING CORP., NEW YORK, NY AND 
PLAYMORE INC., PUBLISHERS, NEW YORK, NY: 

2,429,109, PUB. 11-28-2000. INT. CL. 16. 
WALDMAN, BARRY, NEW YORK, NY: 
1,814,173, CANC. INT. CL. 42. 
WALKER, FELTON S., GRANADA HILLS, CA: 
1,813,821, CANC. INT. CL. 25. 

WALLACE INTERNATIONAL SILVERSMITHS, INC., EAST BOS- 
TON, MA, WALLACE SILVERSMITHS, INC., WALLINGFORD, 
CT: 

697,439. REN. 1-8-O1. U.S. CL. 28 (INT. CLS. 8 AND 14). 

WALLACE INTERNATIONAL SILVERSMITHS, INC., EAST BOS- 
TON, MA, LYON INCORPORATED, DETROIT, MI: 

697,776. REN. 1-12-01. U.S. CL. 23 (INT. CL. 8). 
WALN, NICHOLAS, YARDLEY, PA, DBA BIG BUNNY SPECIAL, 
DBA BITTER BROS. SONGS AND DBA NICKIE BITTER: 
1,814,141, CANC. MULTIPLE CLASS, INT. CLS. 41 AND 
42. 
WALTER J. TRAVIS SOCIETY, THE, ROCHESTER, NY: 
2,429,149, PUB. 11-28-2000. INT. CL. 42. 
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WALTERS, STEPHANIE K., DEL MAR, CA: 
1,814,064, CANC. MULTIPLE CLASS, INT. CLS. 37 AND 
42. 
WAN DA TOYS ENTERPRISES CO., LTD., TAIPEI HSIEN 221, 
TAIWAN: 
2,429,210, PUB. 11-28-2000. INT. CL. 28. 
WARD MANUFACTURING, INC., BLOSSBURG, PA, WARD 
MANUFACTURING, INC., BLOSSBURG, PA: 
1,619,408. REN. 1-12-01. INT. CL. 6. 
WARNER PRESS, INC., ANDERSON, IN: 
1,814,436, CANC. INT. CL. 16. 
WARNER-CHILCOTT PHARMACEUTICAL COMPANY, VEGA 
BAJA P.R.: 
373,936, CANC. U.S. CL. 18. 
WARNER-LAMBERT COMPANY, MORRIS PLAINS NJ: 
690,106, CANC. U.S. CL. 18. 
WARPSPEED, INC., CITY OF INDUSTRY, CA: 
2,430,298, INT. CL. 9. 
WARREN ROGERS ASSOCIATES, INC., MIDDLETOWN, RI: 
1,814,609, CANC. INT. CL. 42. 
WASHINGTON POST COMPANY, THE, WASHINGTON, DC: 
1,813,688, CANC. INT. CL. 16. 
WATERFURNACE INTERNATIONAL, INC., FORT WAYNE, IN: 
1,637,606. REN. 1-12-01. INT. CL. 17. 
WATERMARK COMMUNICATION SOFTWARE, INC., GRAND 
RAPIDS, MI: 
1,814,264, CANC. INT. CL. 42. 
WAUGH, CLIVE E., RAMSEY, NJ: 
2,429,811, PUB. 11-28-2000. INT. CL. 42. 
WAVERLY BEAUTY PRODUCTS, MEMPHIS, TN: 
1,572,764, CANC. INT. CL. 3. 
WAX WORKS, INC., ALLENTOWN, PA: 
2,429,203, PUB. 11-28-2000. INT. CL. 4. 
WAYNE LEUPOLD EDITIONS, INC., COLFAX, NC: 
2,429,667, PUB. 11-28-2000. INT. CL. 16. 
WEB PUBLICATIONS, INC., WICHITA, KS: 
1,812,099, CANC. INT. CL. 16. 
WEB REAL ESTATE, INC., DALLAS, TX FROM WEB TEXAS 
REAL ESTATE, INC., ADDISON, TX: 
2,429,112, PUB. 11-28-2000. INT. CL. 36. 
WEB SERVICE COMPANY, INC., REDONDO BEACH, CA: 
2,430,510, INT. CL. 35. 
WEB TEXAS REAL ESTATE, INC.: See— 
WEB REAL ESTATE, INC. 
WEBASTO SUNROOFS, INC., ROCHESTER HILLS, MI: 
1,814,413, CANC. INT. CL. 12. 
WEBPUTTY, INC., LOS ALTOS, CA: 
2,430,136, PUB. 11-28-2000. INT. CL. 42. 
WEBSTER, RITA, MINNEAPOLIS, MN: 
2,429,350, PUB. 11-28-2000. INT. CL. 35. 
WEIDER HEALTH AND FITNESS, WOODLAND HILLS, CA: 
2,429,023, PUB. 11-S-1996. INT. CL. 16. 
WEIDMANN SYSTEMS INTERNATIONAL INC., 
LYNDONVILLE, VT: 
2,430,286, INT. CL. 17. 
WEIN-BAUER, INC., FRANKLIN PARK, IL: 
2,429,775, PUB. 11-28-2000. INT. CL. 33. 
WEINER, JANET, MILL VALLEY, CA, DBA DR. WEINER’S 
HERB COMPANY: 
1,813,922, CANC. INT. CL. 30. 
WEINMAN BROTHERS, INC., NEW YORK, NY: 
2,430,265, INT. CL. 14. 
WELD MOLD COMPANY, BRIGHTON, MI: 
1,571,717, CANC. INT. CL. 9. 
1,573,099, CANC. INT. CL. 9. 
WELLINGTON PREP, COVINGTON, KY: 
1,814,074, CANC. INT. CL. 37. 
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WELLMAN ENVIRONMENTAL LOGISTICS, LLC., 
CT, DBA CLEARPOINT CLEANING & RECYCLING: 
2,429,600, PUB. 11-28-2000. INT. CL. 37 
WELLNESS INNOVATIONS CORP.. ONTARIO, CANADA: 
2,429,330, PUB. 11-28-2000. INT. CL. 10. 
WELLPOINT HEALTH NETWORKS INC., THOUSAND OAKS, 
CA, BLUE CROSS OF WESTERN NEW YORK, INC., BUF- 
FALO, NY: 


1,619,044. REN. 1-6-01. INT. CL. 36. 

WELLS CARGO, INC., ELKHART, IN: 

902,086. REN. 1-11-01. U.S. CL. 19 (INT. CL. 12). 

WELLS FARGO & COMPANY, SAN FRANCISCO, CA: 
1,136,406, AM. INT. CL. 36. 

WEMCO, INC., NEW ORLEANS, LA 
1,812,227, CANC. INT. CL. 25. 

WERLLA, REBECCA K., HOUSTON, TX: 

2,430,005, PUB. 11-28-2000. INT. CL. 35. 

WESLEY CUSTOM FABRICATION, INC., BETHELRIDGE, KY: 
1,812,038, CANC. INT. CL. 12. 

WEST LICENSING CORPORATION, WILMINGTON, DE, WEST 

PUBLISHING COMPANY, ST. PAUL, MN: 
1,591,846. REN. 1-8-01. INT. CL. 9. 

WEST ONE BANCORP: 

1,572,381, CANC. INT. CL. 36. 
1,572,382, CANC. INT. CL. 36. 

WEST TAPE & LABEL COMPANY, INC., DENVER, CO: 
2,429,494, PUB. 11-28-2000. INT. CL. 16. 
2,429,505, PUB. 11-28-2000. INT. CL. 16. 

WEST-AGRO, INC., KANSAS CITY, MO: 

1,641,878. REN. 1-9-01. INT. CL. 5. 

WEST, NORMAN M., JR., SUMMERFIELD, NC: 
1,571,527, CANC. INT. CL. 3. 

WEST, SCOTT, ELK GROVE, CA: 

2,429,839, PUB. 11-28-2000. INT. CL. 42. 

WESTBY, DAVID, BARRINGTON, IL: 

2,430,387, INT. CL. 17. 

WESTERN CONSUMERS, INC., PARAMOUNT, CA: 
1,128,404, CANC. INT. CL. 31. 

WESTERN DAIRYMEN COOPERATIVE, INC., 

CITY, UT: 
1,573,606, CANC. INT. CL. 29. 

WESTERN INDUSTRIES, INC., PARSIPPANY, NJ: 
2,430,111, PUB. 11-28-2000. INT. CL. 37 

WESTERN PUBLISHING COMPANY, INC., RACINE, WI: 
1,812,763, CANC. INT. CL. 9. 

1,812,922, CANC. INT. CL. 16. 

WESTERN WIRE WORKS, INC., PORTLAND, OR: 

2,430,383, MULTIPLE CLASS, INT. CLS. 6, 17 AND 35 

WESTMINSTER, INC., ATLANTA, GA, WESTMINSTER INTER- 
NATIONAL COMPANY, INCORPORATED, ATLANTA, GA: 

1,569,960. REN. 1-11-01. INT. CL. 28. 

WESTWIND ECOSPHERE, INC., LOVELAND, CO: 
1,813,138, CANC. INT. CL. 37. 

WEYERHAEUSER COMPANY LIMITED, VANCOUVER, BRIT- 
ISH COLUMBIA, CANADA, MACMILLAN BLOEDEL LIM- 
ITED, VANCOUVER, BRITISH COLUMBIA, CANADA: 

1,604,207. REN. 1-11-01. MULTIPLE CLASS, INT. CLS. 16 
AND 19. 
WHAM-O, INC., TORRANCE, CA: 
2,430,306, INT. CL. 28. 
WHEELOCK, INC., LONG BRANCH, NJ: 
1,814,351, CANC. INT. CL. 9. 
WHITAKER, JOHN F., DALLAS, TX, DBA THE WHITAKER 
CENTER OF MEDICAL ARTS & SCIENCES: 
1,813,498, CANC. INT. CL. 9. 

WHITE CONSOLIDATED INDUSTRIES, INC., CLEVELAND, OH 
1,812,816, CANC. INT. CL. 9 
1,813,225, CANC. INT. CL. 9. 
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WHITE METAL ROLLING & STAMPING CORP., BROOKLYN, 
NY: 

690,425, CANC. U.S. CL. 14 

WHITE MOP WRINGER COMPANY, RIVERSIDE DRIVE, FL: 
1,626,012. REN. 1-10-01. INT. CL. 20 

WHITE MOUNTAIN MAPLE WORKS, LLC, LANCASTER, NH: 
2,429,400, PUB. 11-28-2000. INT. CL. 30. 

WICKSTROM, LOIS, PHILADELPHIA, PA: 
1,813,768, CANC. INT. CL. 21. 

WICOR HOLDING AG, CH-8640 RAPPERSWIL, SWITZERLAND: 
2,429,332, PUB. 11-28-2000. INT. CL. 40. 

WIEN AIR ALASKA, INC., SAN FRANCISCO, CA: 
1,573,876, CANC. INT. CL. 39. 

WILBERT, INC., PARK FORREST, IL, WILBERT W. HAASE CO., 
FOREST PARK, IL: 

533,495. REN. 1-8-01. U.S. CL. 2 (INT. CL. 19). 
WILDFIRE COMMUNICATIONS, INC., LEXINGTON, MA: 
2,429,048, PUB. 11-28-2000. INT. CL. 9. 

WILKINS, JACK E, WICHITA, KS: 
2,430,133, PUB. 11-28-2000. INT. CL. 35. 

WILKS, KARLA, PORTLAND, OR, DBA FOSTER WILKS: 
1,812,866, CANC. INT. CL. 12. 

WILLERT HOME PRODUCTS, INC., ST. LOUIS, MO: 
1,572,815, CANC. INT. CL. 5. 

WILLIAM CARTER COMPANY, THE, SHELTON, CT: 

1,813,781, CANC. MULTIPLE CLASS, INT. CLS. 24 AND 
25. 
WILLIAM GRANT & SONS HOLDINGS LIMITED, DUFFTOWN, 
BANFFSHIRE, SCOTLAND: 

1,813,109, CANC. INT. CL. 33. 

WILLIAM MARK CORPORATION, CLAREMONT, CA: 
1,812,276, CANC. INT. CL. 28. 

WILLIAM-MAHER, INC., DALLAS, TX: 
1,571,835, CANC. INT. CL. 16. 

WILLIAMS BROKERING SERVICES, INC., TULSA, OK: 
1,814,043, CANC. INT. CL. 36. 

WILSON PRODUCTS COMPANY, SALT LAKE CITY, UT: 
1,813,939, CANC. INT. CL. 30. 

WILSON SPORTING GOODS CO., CHICAGO, IL: 
1,812,272, CANC. INT. CL. 28. 

WILSON, FLOYD L., CENTERVILLE, OH: 
2,430,045, PUB. 11-28-2000. INT. CL. 35. 

WILSON, GARY ALLEN, SOUTH PASADENA, CA: 
1,814,068, CANC. INT. CL. 37. 

WILTON INDUSTRIES, INC., WOODRIDGE, IL: 
2,429,446, PUB. 11-28-2000. INT. CL. 21. 

WINDMERE CORPORATION, MIAMI LAKES, FL: 
1,812,859, CANC. INT. CL. 11. 

WINDMOLLER & HOLSCHER, 4540 LENGERICH, FED REP 
GERMANY: 

1,812,697, CANC. INT. CL. 7. 

WINDOW WORKS INTERNATIONAL, INC., EDEN PRAIRIE, 
MN, WINDOW WORKS INTERNATIONAL, INC., POMPANO 
BEACH, FL 

1,600,013. REN. 1-12-01. INT. CL. 42. 
WINFRED M. BERG, INC., EAST ROCKAWAY LONG ISLAND, 
NY: 

1,128,085, CANC. INT. CL. 7. 

WINONA RESTORATION PARTNERS, LLC, WINONA LAKE, IN: 
2,429,438, PUB. 10-10-2000. INT. CL. 36. 

WINSTON PRINTING COMPANY, WINSTON-SALEM, NC: 
2,429,513, PUB. 10-10-2000. INT. CL. 41. 

WIPER Ill, CHARLES, EUGENE, OR: 
2,429,540, PUB. 11-28-2000. INT. CL. 9 

WIRED SOLUTIONS, LLC., SANTA FE, NM 
2,430,531, INT. CL. 41. 
2,430,532, INT. CL. 41. 
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WIRED VENTURES, INC., SAN FRANCISCO, CA: 
2,430,171, INT. CL. 38. 
WIRELESS MD, INC., KENNESAW, GA: 
2,429,406, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
35 AND 38. 
WISDOMBUILDER, LLC, COLUMBIA, MD FROM ANAMOR- 
PHIC TECHNOLOGIES, LLC, COLUMBIA, MD: 
2,430,187, INT. CL. 9. 
WISHBOX.COM, INC., PITTSBURGH, PA: 
2,430,474, INT. CL. 35. 
WITTE, ALBERT M., EVERETT, WA, DBA HARBOR MASTER 
PRODUCTS: 
1,572,749, CANC. INT. CL. 3. 
WIZARD CO., INC., GARDEN CITY, NY: 
1,573,885, CANC. INT. CL. 39. 
WM. S. NEWMAN BREWING CO; INC., ALBANY, NY: 
1,997,770, CANC. INT. CL. 32. 
WM. WRIGLEY JR. COMPANY, CHICAGO, IL: 
2,430,167, INT. CL. 25. 
2,430,168, INT. CL. 6. 
WMS GAMING INC., CHICAGO, IL: 
2,430,432, INT. CL. 9. 
WOMEN’S INSTITUTE FOR A SECURE RETIREMENT, WASH- 
INGTON, DC: 
2,430,075, PUB. 11-28-2000. INT. CL. 41. 
WOMENS WAY, PHILADELPHIA, PA: 
1,812,593, CANC. MULTIPLE CLASS, INT. CLS. 36 AND 
42. 
WOOD ROYALTY MANAGEMENT COMPANY, WILMINGTON, 
DE: 
2,430,239, MULTIPLE CLASS, INT. CLS. 29, 30 AND 42. 
2,430,240, MULTIPLE CLASS, INT. CLS. 29, 30 AND 42 
WOOD, JOE PAUL, ODESSA, TX: 
2,429,278, PUB. 11-28-2000. INT. CL. 25. 
WOODFIELD PARTNER LTD., LP, BOCA RATON, FL, BARBAR 
GROUP, INC., THE, BOCA RATON, FL: 
1,597,514. REN. 1-10-01. MULTIPLE CLASS, INT. CLS. 25, 
36, 41 AND 42. 
WOODSON INCORPORATED, LANCASTER, PA: 
1,572,898, CANC. INT. CL. 7 
WOODSTOCK INN AGAIN, LTD., NORTH WOODSTOCK, NH: 
2,429,034, PUB. 6-10-1997. MULTIPLE CLASS, INT. CLS. 
25 AND 32. 
WOOLRICH WOOLEN MILLS, WOOLRICH, PA: 
1,128,316, CANC. INT. CL. 24. 
WORKSHOP WAY, INC., THE, NEW ORLEANS, LA: 
1,599,523. REN. 1-11-01. INT. CL. 16. 
WORLD TABLEWARE INC., TOLEDO, OH 
2,430,409, INT. CL. 8. 
WORLD TIMES, INC., SOUTH BOSTON, MA: 
1,599,561. REN. 1-12-0i. INT. CL. 16. 
WORLDSOURCE COIL COATING, INC., HAWESVILLE, KY: 
1,814,100, CANC. INT. CL. 40. 
WORLDWIDE FINANCIAL SERVICES, INC., SOUTHFIELD, MI: 
2,429,974, PUB. 11-28-2000. INT. CL. 36. 
2,429,975. PUB. 11-28-2000. INT. CL. 36. 
WORLDWIDE SPORT NUTRITIONAL SUPPLEMENTS, INC., 
LARGO, FL: 
2,429,344, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
5 AND 32. 
WORTH COMPANY, THE, STEVENS POINT, WI 
1,128,383, CANC. INT. CL. 28. 
1,128,384, CANC. INT. CL. 28. 
WORTH, INC., TULLAHOMA, TN: 
2,430,426, INT. CL. 28. 
WOUND CARE AMERICA, INC., MANDEVILLE, 
WOUND CARE AMERICA, INC., ORLANDO, FL: 
2,430,517, INT. CL. 42. 
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WOUND CARE AMERICA, INC.: See— 
WOUND CARE AMERICA, INC. 

WSI CORPORATION, BILLERICA, MA 

1,812,556, CANC. INT. CL. 42. 
WYCO METAL PRODUCTS, NORTH HOLLYWOOD, CA: 
690,593, CANC. U.S. CL. 21. 
WYNN OIL COMPANY, FULLERTON, CA: 
1,572,945, CANC. INT. CL. 7. 
X-INCORPORATED, FRANKLIN, MI: 
1,128,292, CANC. INT. CL. 19. 
XANTECH CORPORATION, SYLMAR, CA: 
1,813,501, CANC. INT. CL. 9. 

XENIA INC., RIVERSIDE, CA: 

2,429,942, PUB. 11-28-2000. INT. CL. 3. 

XEROGRAPHIC LASER IMAGES CORPORATION, WOBURN, 
MA: 

1,812,792, CANC. INT. CL. 9. 
1,813,582, CANC. INT. CL. 9. 

XEROX CORPORATION, STAMFORD, CT: 
1,811,914, CANC. INT. CL. 9. 
1,812,754, CANC. INT. CL. 9. 
1,814,369, CANC. INT. CL. 9. 

Y.Z.Y., INC., MIAMI, FL: 

2,429,991, PUB. 11-28-2000. INT. CL. 3. 

YAMAHA CORPORATION, SHIZUOKA-KEN, JAPAN, YAMAHA 
CORPORATION, SHIZUOKA-KEN, JAPAN: 

1,612,885. REN. 1-12-01. PNT. CL. 15. 

YAMAHA CORPORATION, HAMAMATSU-SHI, 
KEN, JAPAN: 

1,624,581. REN. 1-10-01. INT. CL. 9. 
1,628,039. REN. 1-9-01. INT. CL. 9. 

YAMAHA CORPORATION, HAMAMATSU-SHI, 
JAPAN: 

2,429,646, PUB. 11-28-2000. INT. CL. 6. 

YANG, JOSEPH, FULLERTON, CA: 

2,429,674, PUB. 11-28-2000. INT. CL. 25. 

YANUCK, SAMUEL F., CHAPEL HILL, NC: 

2,430,524, INT. CL. 42. 
YATES, VERONICA A., BURLINGAME, CA AND WELLONS, 
C. MURRAY, BURLINGAME, CA: 
1,812,122, CANC. INT. CL. 16. 
YES CHECK SERVICES, INC., DOWNERS GROVE, IL: 
1,812,401, CANC. INT. CL. 36. 

YESMAIL.COM, INC., CHICAGO, IL FROM SUPERHIGHWAY 
CONSULTING, INC.. VERNON HILLS, iL, DBA 
WEBPROMOTE: 

2,429,260, PUB. 11-28-2000. INT. CL. 35. 

YONEX KABUSHIKI KAISHA, BUNKYO-KU, TOKYO, JAPAN: 
1,813,049, CANC. INT. CL. 28. 

YOUNG LIFE, COLORADO SPRINGS, CO: 
2.429.381, PUB. 11-28-2000. INT. CL. 42. 
2,429,382, PUB. 11-28-2000. INT. CL. 41. 

YOUNG, GEORGE W., JR., ROHNERT PARK, CA: 
1,572,138, CANC. INT. CL. 28. 

YOUNG, JENNIFER, LOS ANGELES, CA: 
2,429,541, PUB. 11-28-2000. INT. CL. 25. 

YOUNG, KYLE, PHILADELPHIA, PA: 

2,338,298, CANC. INT. CL. 25. 
2,389,452, CANC. INT. CL. 25 

YOUR UNIVERSE, L.L.C.,. WANAMASSA, NJ: 
2,429,681, PUB. 11-28-2000. INT. CL. 42 

YVES SAINT LAURENT INTERNATIONAL B.V., 
STRAWINSKYLAAN 1725, 1077XX, NETHERLANDS: 

1,812,647, CANC. INT. CL. 3. 

YVES SAINT LAURENT PARFUMS S.A., 92200 NEUILLY-SUR- 
SEINE, FRANCE: 

1,813,333, CANC. INT. CL. 3. 

ZALUSKY, DONNA, WASHINGTON, DC: 
2,430,539, INT. CL. 6. 


SHIZUOKA- 


SHIZUOKA, 
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ZANANDA INC., LA MESA, CA: 
1,593,175. REN. 1-8-01. INT. CL. 28. 
ZANI, S.R.L., 25066 LUMEZZANE (BRESCIA), ITALY 
1,812,868, CANC. INT. CL. 12 
ZAXUS LIMITED, BERKSHIRE, ENGLAND FROM RACAL- 
AIRTECH LIMITED, BERKSHIRE RG12 IRG, ENGLAND: 
2,429,304, PUB. 11-28-2000. INT. CL. 9. 
ZEELAND CHEMICALS, INC., ZEELAND, MI: 
1,813,282, CANC. INT. CL. 1. 
ZEIGLER COAL HOLDING COMPANY, FAIRVIEW HEIGHTS, 
IL: 
1,813,346, CANC. MULTIPLE CLASS, INT. CLS. 4 AND 16. 
ZELLERMAIER, HELEN, NEW YORK, NY: 
1,813,625, CANC. INT. CL. 14. 
ZELTLIN-ARGO LIAISON & GUIDANCE CORP., NEW YORK, 
NY: 
1,128,449, CANC. INT. CL. 42. 
ZENDLER, KEITH A., SOUTHFIELD, MI: 
1,814,534, CANC. INT. CL. 41. 
ZEPHYR ATHLETIC FOOTWEAR, INC., PHOENIXVILLE, PA 
2,429,317, PUB. 11-28-2000. INT. CL. 25 
ZETLIN-ARGO LIAISON & GUIDANCE CORP., NEW YORK, 
NY: 
1,128,448, CANC. INT. CL. 42. 
ZIA DORA, INC., NEWARK, NJ: 
2,430,158, MULTIPLE CLASS, INT. CLS. 29 AND 30 
ZIEGENFELDER COMPANY, THE, WHEELING, WV: 
1,609,978. REN. 1-8-01. INT. CL. 30 
ZIMMERMAN’S CUT RATE LIQUOR STORE, INC., CHICAGO, 
IL: 
883,000, CANC. MULTIPLE CLASS, U.S. CLS. 47 AND 49. 
ZIONS FIRST NATIONAL BANK, SALT LAKE CITY, UT: 
2,429,275, PUB. 11-28-2000. INT. CL. 36. 
ZIPLINK, INC., LOWELL, MA: 
2,429,622, PUB. 6-27-2000. INT. CL. 42. 
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ZMC, INC., ADDISON, IL, DBA OMNI PRODUCTS COMPANY: 
1,126,960. REN. 1-12-01. MULTIPLE CLASS, INT. CLS. 1, 
6 AND 8. 
1,126,960, CANC. INT. CL. 2 
ZONA, INC., NEW YORK, NY: 
1,615,243. REN. 1-6-01. INT. CL. 42. 
ZURICH AMERICAN INSURANCE COMPANY, SCHAUMBURG, 
IL: 
2,429,772, PUB. 11-28-2000. INT. CL. 36 
ZURICH INSURANCE SERVICES, INC., JACKSONVILLE, FL, 
HOME BUILDERS INSURANCE SERVICES, INC., JACKSON- 
VILLE, FL: 
1,620,663. REN. 1-12-01. INT. CL. 36. 
1-800 NEW HOME INC., LONG BEACH, CA: 
1,813,122, CANC. INT. CL. 35. 
2-N-L GRIP INC.: See— 
BERNHARDT, DAVID A.. 
2-N-1 GRIP INC., MT. CLEMENS, MI: 
1,813,861, CANC. INT. CL. 28 
20/20 DISTRIBUTOR, INC., FT. LAUDERDALE, FL: 
2,429,492, PUB. 11-28-2000. MULTIPLE CLASS, INT. CLS. 
9 AND 38. 
3DO COMPANY, THE, REDWOOD CITY, CA: 
2,430,511, INT. CL. 9. 
4 SIDING, INC., GLADSTONE, MO: 
1,573,857, CANC. INT. CL. 37. 
50 PLUS FITNESS & VITALITY PROGRAM, INC., NEW YORK, 
NY: 
1,814,115, CANC. INT. CL. 41. 
609337 ONTARIO INC., ONTARIO, CANADA, CERCOR INC., 
GEORGETOWN, ONTARIO, CANADA: 
1,583,309. REN. 1-12-01. INT. CL. 6. 
638755 ONTARIO INC. O/A RED LINE PRODUCTS, SEAFORTH, 
ONTARIO, CANADA: 
1,573,375, CANC. INT. CL. 19. 
911 AIR CARGO, INC., MIAMI, FL: 
2,430,490, INT. CL. 39. 
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